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702 Requisites of the Application ‘
702.01 Obviously Informal Cases =

703 “General Informatlon Concemmg Patents"
704 Search ' -
705 Patentability Reports’

705.01 Instructions re Patentability Remm

705.01(a) ' Nature of P.'R., Its Use and Disposal
705.01(b): - Sequence ‘of Examination :
705.01(c) Counting and Recording P. B.’s
705.01(d)- Duplicate Prints of Drawings
705.01(e) . Limitation as to Use :
705.01(f) Interviews With Applicants

706 ... . Rejection of Claims
706.01 . Contrasted With Objections

706.02 Rejection on Prior Art
706.02(a)  Establishing “Well Known” Prisr Art

706.03 Rejections Not Based on Prior Art

706.03(a) Nonstatutory Subject Matter

706.03(b) Barred by Atomic Energy Act

706.03(c3} TFunctional

706.03(d) Vague and Indefinite

706.03(e) Product by Process

706.03(f) Incomplete

706.03(g) Prolix

706.03(h) Nonstatutory Claim

706.03(i) Aggregzation

706.03(j> Old Combination

706.03(k) Duplicate Claims; Double Patenting

706.03(13> Mutiplicity

706.03(m} Nonelected Inventions

706.03(n) Correspondence of Claim and Disclosure

706.03{0) New Matter

706.03(p) No Utility

706.03(q) Obvious Methcd

7068.083(r) Mere Function of Machine

706.03(s) Statutory Bar

706.03(t} Other Assigned Application

706.03{(u) Disclaimer

706.03(v) After Interference or Public Use Proceed-
ing

706.03(w) Res Judicata

706.03(x) Reissue

706.03(y) Improper Markush Group

706.03(z) Undue Breadth

706.04 Rejection of Previously Allowed Claim
706.05 Rejection After Allowance of Application
706.06 Rejection of Claims Copled from Patent
706.07 Final Rejection

706.07(a) When Proper on Second Action
706.07(b) When Proper on First Action
706.07(c) Premature

Chapter 7005 . Examlnatlon of Appllcatlons
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706.07(d) Withdrawal of Premature
706.07(e) Withdrawal of Final Rejection, General
707 Examiner’s Letter or Action .
70701 Primary Examiner Indicates Action for New
Assistant
Cases Up for Third Action and Five-Year
Cases _
707.04 Initial Sentence
707.05 Cxtatlon of References
707.05(a) Coples of Cited References Provided by
Reference Order Section.
References Cited By Applicant
Order of Listing
Reference Cited in Subsequent Actions
Data Used in Citing References
Effective Dates of Declassified Printed
Matter
707.053(g) Incorrect Citation of References
707.08 Citation of Decisions, Orders, Memorandums
and Notices
707.07 Completeness and Clarity of Examiner’s Action
707.07(a} Complete Action on Formal Matters
707.07{b} Requiring New Oath
707.07(c} Draftsman’s Requirement
707.07(d) Language To Be Used in Rejecting Claims
707.07¢(e) Note All Outstanding Regquirements
707.07(f) Answer All Material Traversed
707.07(g) Piecemeal Examination
707.07(h} Notify of Inaccuracies in Amendment
707.07(i) Each Claim To Be Mentioned in Each
Letter
707.07(j) State When Claims Are Allowable
707.07(k) Numbering Paragraphs
707.08 Reviewing and Initialing by Assistant
Examiner
Signing by Primary or Other Authorized
Examiner
Entry
Date
Mailing
Returned Office Action
Order of Examination
708.01 List of Special Cases
708.02 Petition to Make Special
708.03 Examiner Tenders His Resgignation
709 Suspension of Action
709.01 Overlapping Applications by Same Applicant
or owned by Same Assignee

Period for Response
Statutory Period
Statutory Period : How Computed

707.02(a)

707.05¢(b)
707.05(c}
707.05(d)
707.05(e)
707.05(£)

707.09

707.10
707.11
707.12
707.13
708

710
710.01
710.01(a)
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710.02 Shortened smtamry Period and ’ﬁme Limit
- Actiops o
Situations in Which Used : Shortened Stat
utory Period

710.02(b)

T1002(c) Situations fn Which Used: Time Limit

710.02 ( d)
and Time Limit Periods

710.02(e) Extension of Time ‘

71004 Two Periods Running . o

710.04(a) Copying Patent Claims '

710,05 *Period ‘Erding on Saturday, Sunday or Holi-
_day )

710068 Miscellansous Factors Determining Date

711  Abandonment

711.01 Express or Formal Abandonment

711 02 ,Failure to Take Required Action Dnrmg Sl:atu-i

ST tory Penod .
711.02(a) Insuﬂicimey of pronse e
711.02(b)
71102(c) Termination of Proceedings .
711.03 Reconsxderatmn of Holdmg ot Abandﬂnment

Revival - :
‘Holding Based on l’nsuﬂiciency of Response
Holding Based on Failure to Respond With-
in Period ,
Petitions Relating to Holding of Abandon-
ment ‘
Examiner’s Statement on Petition To Set
Aside Examiner’s Holding
711.04 Disposition of Abandoned Applications
711.04(a) Pulling and Forwarding
711.04(b) Ordering Abandoned Files
711.05 Letter of Abandonment Received After Appli-
cation is Allowed
711.08 Abstracts, Abbreviatures and Defensive Pub-
lications

711.03(a)
711.03(b)

711.03(c)

711.03(d)

711.06(a) Citation and Use of Abstraets, Abbrevia-
tures and Defensive Publications as Ref-
erences
712  Abandonment for Failure to Pay Issue Fee
713  Interviews
713.01 General Policy, How Conducted
713.02 Interviews Prior to First Official Action
713.03 Interviews for “Sounding Out” Examiner Not
Permitted

713.04 Substance of Interview Must Be Made of
Record

713.05 Interviews Prohibited or Granted, Special
Situations

713.06 No Inter Partes Questions Discussed Ex Parte

713.07 Exposure of Other Cases

713.08 Demonstration, Exhibits, Models

713.00 Finally Rejected Application

713.10 Interview Preceding Filing Amendment TUnder

Rule 312

714 Amendments, Applicant’s Actions

714,01 Signatures to Amendments

714.01(a) TUnsigned or Improperly Signed Amend-

ment

Rev. 43, Jan. 1975

Special Situations Involving Abandonment:

62

MANUAL 0!‘ PATENT EXAMNING PROCEDURE

Differences Between Shortened Statntory

714.04

714.05
714.06
714.07
714.08
714.09

71410

71411

714.12
71413

714.14
71415

714.16

714.16(a)
714.16(b)
714.16(c)
714.16(d)
714.16(e)

71417

71418
714.19
714.20
714.21

714.22
714.23

714.24
714.25
715

715.01

715.01(2)
715.01(b)

715.01(c)

715.02
715.03
715.04
715.05

715.07

715.07(a)
715.07(b)

714.01(c) . Signed by Attorney Not of Record
714.01(d) ~Amendment Signed by Applicant But Not
by Attorney of Record
-714.02

Ameadments Not F‘ully Resaonsive, Action to
Be Taken

Claims Presented in Amendment with No At-
tempt to Polnt Out Patentable Novelty

Examiner Should Immediately Inspect

. Amendments_Sent to. Wrong Group

Amendments Not in Permanent Ink.

Telegraphic Amendment: i :

Amendments, Before First Office Action

Claims Added in Excess of Filing Fee

Amendment Filed During Interference Pro-
ceedings

Amendments After Final Rejection or Action’
Amendments After Final Rejection or Action,~

Procedure Followed :

Amendments After Allowance of All: G'laims ,

Amendment “Received 'in  Examining Group
After Mailing of Notice of Allowance
- Amendment “After Notice of Allowance, Rule
312 :
Copied Patent Claims
Filed with a Motion Under Rule 231
Additional Claims
Handling =
Entry in Part
Amendment Filed After the Period for Re-
sponse Has Expired
Entry of Amendments
List of Amendments, Entry Denied
List of Amendments Entered in Part
Amendments Inadvertently Entered, No Legal
Effect
Entry of Amendments, Directions for
Entry of Amendments, Directions for, Defee-
tive
Amendment of Amendment
Discourtesy of Applicant or Attorney
Swearing Back of Reference—Aflidavit or
Declaration Under Rule 131
Reference Claims Foreign Filing Date
Reference a Joint Patent to Applicant and
Another
Reference and Application have Common
Assignee
Reference is Publication of Applicant’s
Own Invention
General Rule as to Generic Claims
Practice Relative to Chemnical Cases
‘Who May Make Affidavit or Declaration
Patent Claiming Same Invention
Facts and Documentary Evidence

Diligence
Interference Testimony Sometimes Used




715 09 Seasonable Prwentatmn .
716 Aﬂidavxts or Declaratmns Traversmg Rejecuons,
Rule 132
717 File Wrapper
717.01 Papers in File Wrapper ... ..
717.01(a) Arrangement of Papers in Fxle Wrapper
717.01(b) ' Prints :
717.02° Date Entered on File Wrapper
717.02 (b) Name or Residence of Inventor or Title
: ‘ Changed " ;
717.03 * Classification During Exammanon ‘
'717.04 Index of Claims' ,
717.05  “Field of ‘Search
717.06 Foreign Filing Dates
717.07- “Related Applications
720 -Public ‘Use Proceedings
720.01 Preliminary Handlmg
720.0" Examiner Determination “of Prima Facie
Showing -
720.03 Preliminary Hearmg (R :
720.04 Public Use Proceeding Testimony
720.05 Final Decision
721 Fraud on the Patent and Trademark Office
721.01 Examination of Patent Applications Having
an Issue of Fraud -

701 Statutory Authority for Examina-
tion [R-31]

35 U.S8.C. 131. The Commissioner shall cause an ex-
amination to be made of the application and the alleged
new invention; and if on such examination it appears
that the applicant is entitled to a patent under the law,
the Commissioner shall issue a patent therefor.

The main conditions precedent to the grant
of a patent to an applicant are set forth in
35 US.C. 101, 102, 103.

35 U.8.C. 101. Inventions patentable. Whoever in-
vents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent there-
for, subject to the conditions and requirements of this
title.

35 U.8.C. 100. Definitions. When used in this title
unless the context otherwise indicates—

(a) The term “invention” means Iinvention or
discovery.

(b) The term “process’” means process, art or method,
and includes a new use of a known process, machine,
manufacture, composition of matter, or material.

(¢) The terms “United States” and “this country”
mean the United States of America, its territories and
possessions,

(d) The word “patentee” imcludes not only the
patentee to whom the patent was issued but also the
successors in title to the patentee.

702.01

When a new ap hcatlon is ass1gned in the
examining group, the examiner should review
the contents of the application to determine if
the application meets the requirements of 35
U.S.C. 111. Any matters affecting the filing date
of the application, such as lack of an original
signature or lack of claims should be checked
before the application is placed in the storage
racks to await the first action.

The examiner should be careful to see that
the application meets all the requisites set
forth in chapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure. - If all ‘of the requisites are not
met,’ apphcant may be called upon for neces-
sary amendments. Such amendments, how-
ever, must not mclude new matter

702.01 Obvmusly Informal Cases
- [R-43]

When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
because of an informal or insufficient disclosure,
the following procedure may be followed :

{1) A reasonable search should be made of the
invention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited ;

{2) Informalities noted b the Application
Division and deficiencies in the drawing should
be pomted out by means of attachments to the
examiner’s letter (see § 707.07(a)),

{3) A requirement should be made that the
spemﬁcatlon be revised to conform to idiomatic

lish and United States practice;

n(g The claims should be rejected as failin
to deﬁne the invention in the manner requir
by 35 U.S.C. 112 if they are informal. A blanket
rejection is usually sufficient.

The examiner should not attempt to point
out the specific points of informality in the
specifieation and claims. The burden is on the
applicant to revise the application to render
it mn proper form for a complete examination.

It is obviously to applicant’s advantage to file
the application with an adequate disclosure and
with claims which conform to the U.S. Patent
and Trademark Office usages and requirements.
This should be done whenever possible. If, how-
ever, due to the pressure of a Convention "dead-
line or other reasons, this is not possible, appli-
cants are urged to submit promptly, preferably
within three months after filing, a preliminary
amendment which corrects the obvious infor-
malities. The informalities should be corrected
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ency, and otherwise clearly define the invention.

“New. matter” must be excluded from these

amendments since preliminary ‘amendments do

not enjoy orzg:mal disclosure status, § 608.04(b).

‘Whenever, upon examination, it is found that
the terms or phrases of modes of characteriza-

tion used to deseribe the invention are not

sufficiently consonant with the art to which the
invention pertains, or with which it is most
nearly: connected, to enable the examiner: to
make the exammatlon specified in rule 104, the
examiner should make a reasonable search of

the invention so far as it can be understood fmms ‘
the- disclosure. The .action (of ithe exammer ~

may be limited to a. citation of what aw
be the most pertinent prior .art. f

request that applicant correlate the termmology;‘

of his specification with art- accepted terxm
nology before further action is made. = -

A suitable form for this action is as fo‘ilowc.

“A preliminary examination of this appli-
~cation indicates that the follo terminol-
ogy (or properties or units of test data, etc.)
_which appear(s) at gage(s) . . of the
, speclﬁcatlon 15 (are) so different from those
generally accepted 1n the art to which this
_Invention pertains that it is difficult or 1mpos-
sible to make a reliable search.
Applicant is therefore requested to prowde
a sufficient elucidation of these terms (or
Eertles or test data) or correlation thereof

w1t art-accepted terminology so that a
proper comparison with the pI‘lO].‘ art can
be made.

A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS
FROM THE DATE OF THIS LETTER.”
For the procedure to be followed when only

the drawing is informal, see §§ 608.02(a) and
608.02(b).

703 “General Information Concerning
Patents” [R-25]

The pamphlet “General Information Con-
cerning Patents™ may be sent to an applicant
handling his own case when the examiner
deems it advisable,

704 Search [R-25]

After reading the specification and claims,
the examiner searches the prior art.

The subject of searching is more fully
treated in chapter 900. See §§ 904 through
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o | understood ‘before
* are in proper fm'm, particularly as't depend—

"he: mvent'cn "-"should be thoroughly
. search’ is undertaken.
However, informal’ ses, or those which can
only be 1mperfect1y understood when' they
come up for action in ‘their regular turn are
also given a search, in ‘order to av01d plece-
meal prosecutlon

PREVIOUS EXAMINERS SEARCH

VVhen an examiner is a,ssugned to act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action

~of the previous examiner- unless there is a clear

error in the previous action or knowledge of
other prior art. In general the second exam-
iner should not take an entirely new-a

proach to the case or. ,attempt to reorient the

point of view of the. previous examiner, or

make a new search in the mere. hope of ﬁndlng
something.: See § 717.05. - :

705 Patentabihty Reports '[R—25]

Where an apphcatlon, properly asswned to
one examining group, is found to. contam one
or more claims per se classifiable in one or more
other groups, which claims are not divisible
inter se or from the claims which govern classi-
fication of the application in the first group, the
application may be referred to the other group
or groups concerned for a report asto the pat-
entability of certain designated claims. This
report will be known as a Patentability Report
(P.R.) and will be signed by the primary ex-
aminer in the reporting group.

The report, if legibly written, need not be
typed.

Note that the Patentablhty Report practlce
is suspended, except in extraordinary circum-

stances. See § 705.01(e).

705.01  Instructions re Patentability
‘Reports [R-25]

When an application comes up for any ac-
tion and the primary examiners involved
agree that a Patentability Report is necessary,
the application will be forwarded to the proper
group with a memorandum attached, for in-
stance, “For Patentability Report from group

as to claims

705.01(a) Nature of P.R., Its Use and
Disposal [R-25]

The primary examiner in the group from
which the Patentability Report is requested, if




he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the examiner making the report.
When an examiner to whom a case has been
forwarded for a Patentability Report is of the

 EXAMINATION OF APPLICATIONS

64.1

705.01(a)
opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the primary
examiner in the reporting group wilfJ be re-
turned to the group to which the application is
regularly assigned.

The examiner preparing the Patentability
Report will be entitled to receive an explana-

tion of the disclosure from the. examiner to
whom the case is assigned to avoid duplication
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be referred to a patent classifie :
_primary examiner in the gro
risdiction of the case agrees with

DisAGREEMENT ON PATENTABILITY REPORT

If the primary examiner does not agree
with the Patentability Report or any portion
thereof, he may- consult with the primary ex-
aminer responsible for the report. . If agree-
ment as to the resulting action cannot be
reached, the primary examiner having juris-
diction of the case need not relg, on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
entability Report should be removed from the
file. V '

Arreal TAREN

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s
answer. At the time of allowance, the applica-
tion may be sent to issue by said group with its
classification determined by the controlling
claims remaining in the case.

705.01(b) Sequence of Examination
[R-31]

In the event that the supervisory primary
examiners concerned in a P.R. case cannot
agree as to the order of examination by their
groups, the supervisory primary examiner
having jurisdiction of the case will direct that
a complete search be made of the art relevant to
his claims prior to referring the case to another

.a different sequence of search
order of search fshonld be corre-

) - Counting and Recording
~ The forwarding of the application for a Pat-
entability Report is not to be treated as a
transfer by the forward niﬁ “group. When
the P.R. is completed ‘and the ‘appﬁ)i;ation is
ready for return to the forwarding group,
it is not counted either as a receipt or action
by transfer. Credit, however, is given for the
{ouie’ sponit, Ses 8 1705, 110 i i

A" box ‘is provided on each file wrapper

headed “P.R. Group ___-” and the number of
the group making the P.R. is entered in
et e e s > entered

‘The date 'status of the application in the
reporting group will be determined on the
basis of the dates in the group of original
jurisdiction. To insure orderly progress in the
reported dates, a timely reminder should be
furnished to the group making the P.R.

705.01(d) Dlip]ieate Prints of Draw-
ings [R-23]

In Patentability Report cases having draw-
ings, the examiner to whom the case is as-
signed will furnish to the group to which the
case is referred, prints of such sheets of the
drawings as are applicable, for interference
search purposes. That this has been done may
be indicated by a pencil notation on the file
wrapper.

When a case that has had Patentability Re-
port prosecution is passed for issue or becomes
abandoned, NOTIFICATION of this fact will
AT ONCE be given by the group having
jurisdiction of the case to each group that
submitted a P.R. The examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01(e) Limitation as to Use [R-
31]

The above outlined Patentability Report
practice is not obligatory and should be re-

Rev. 31, Jan, 1972




proc a. n .
‘manufacture. The xa.mm ving
jurisdiction of the process.can usually give a
complete, adequate examination in less total
examiner time than would be consumed by the
use of a Patentability Report. '

(2) Where the claims are related as a prod-
uct and a process which involves merely the
fact that a product havmg certain characteris-
tics is made. The examiner having jurisdic-
tion of the product can usually make a com-
plete and’ adp uate examination.

{3) "Where the claims are related as a com-
bination 'distingmished solely by the charac-
teristics of a subcombination and " such sub-
combination per se. The examiner having
jurisdiction of the subcombination can usually
make a complete and adeqmte examination.

- Then there are situations where the examiner
seeking the report is suﬁiclently quahﬁed to
search the art himself. -

In view of these conditions whlch are ex-
pected to prevail for some time to come, it is
felt to be in the best ‘interests of the Of-
fice to suspend the present Patentability Re-
port practice. Where it can be shown, however,
that a Patentability Report will save total
examiner time, exceptions may be permitted
with the approval of the group director of
the group to which the application is as-
signed. The “Approved” stamp should be im-
%rclz{ssed on the memomndum requestmg the

Rev. 33, July 1972

: erences at’ his
. or shows or descri

by the’ applicant the parﬁcular part relied on must be
designated ‘as neaﬂy as"practicable. The pertinence
of each reference, if not'apparent, must’ ‘be clearlv ex-
plmned and each rejected ':cl m’ speciﬁed. S g

Spo.

makmg sure that the %andard of patenta,bglty
enunciated by the Supreme Court and by the
Congress is lied in each and every case.
The Supreme ("gurt in Graham v. John Deere,

148 USPQ 459, stated that, ‘
Under § 103, the scope and oontent of
fhe _prior art are to be determined ; differ-
_ences between the prior art and the claims
*at issue are to be ascertained; and the level
“of ordinary skill in the pertment art Te-
solved. Against this background, the ob-
viousness or nonobviousness of the subject
matter is determined. Such ‘secondary
considerations as commercial success, long
felt but unsolved needs, failure of others,
etc., might be utilized to give light to
the circumstances surrounding the origin
of the subject matter sought to be pat-
ented. As indicia of obviousness or non-
‘obviousness, these 1nqu1r1es may have

relevancy. .

“This i not to say, however, that there
will not be difficulties in applymg the non-
obviousness test. What is obvious is not a
question upon which there is likely to be
uniformity of thought in every given fac-
tual context. The glfﬁcultles, however, are
comparable to those encountered daily by
the courts in such frames of reference as




| P ing an
'vention of doubtful patentabxhty should not be

allowed, unless and until issues" pertinent to
such’ doubt have been raised and overcome in
the course of examination and proseeution, since
otherwise the resultant patent would not ]ustlfy
the statutory presumption of validity = (85
U.8.C. 282}, nor would it “strictly adhere” to
the requirements laid: down by Congress in the
1952 Act as interpreted by the Supreme Court.

The standards of patentability applied in the
exammatmn of claims must” be the same
throughout the Office. In every art, whether it
be considered “complex,”,, “newly deve]oped ”

“crowded,” or “competitive,” all of the require-
ments for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 35 U.S.C.
101,'102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in
detail all of the features of an invention (i.e. is
a “picture” claim)-is never, in-itself, ]ustlﬁca-
tion for the allowance of such a claim.

When an application - discloses patentable
sub]ect matter -and it is apparent: from the
claims and the applicant’s arguments that the
claims are intended to be directed to such pat-
entable subject matter, but the claims in their
present form cannot be allowed because of de-
fects in form or omission of a limitation, the
examiner should not stop with a bare objec-
tion or rejection of the claims, The exam-
iner’s acnon should be constructive in nature

 that. certmn aspects. :
ble invention have not been claimed and- that

if pm;l))erl y claimed such claims moy & be glven

r features of the patenta-

favo le consideration.
“iRulbe 112; Ree:mmlnahon and: mcomderatzon Atter
e by appncant {rule 111):the ‘application ‘will
be reexsimined and ’re(-onsidered d the applicant will

and ‘the application will be again consldered and so on
repeatedly, unless the exnminer has indicated that the

acﬁon is ﬂnn]

706 01 Contrasted Wlth ObJecnon f,
[R-23] |

The nefusal to gmnt c]alms because the sub-
]ect maiter as claimed is considered unpatenta-
ble is called a “rejection.” “The term “rejected”
must be apphed to such claims’ in the exam-
iner’s letter. 1f the form of the c]alm (as dis-
tinguished from its mbstance) is improper, an
“objection” is ‘made. The practical difference
between a rejection and an ‘objection is that a
rejection, involving the merits of the claim, is
subject ‘to review by the Board of Appeals,
while’ an ob]ectlon. if pers:sted ‘ing, ‘may
reviewed only by way of ’petmon to the Com-
missioner.’

‘An example of a matter of form ‘as to whlch
objection is made is dependency of a claim on &
rejected claim, if the dependent claim is other-
wise. allowab]e. See § 608. Ol(n)

706.02 ReJectmn on Prlor Art [R-

31

35 US’ C. 108. Oonditums for patentabihty, novelty
and loss of right to patent A person shall be entltled
toa patent unless—

(a) the Invention was known or used by others

in this country, or patented or described in a

printed publication in this or a foreign country,

before the invention thereof by the applicant for
patent, or

(b) the inventmn was patented or dwcribed ina
prlnted publication in this or a foreign country or

66.1 Rev. 34 Oct 1972




'z‘»months before’ the' ﬁling ot the ppﬁc&ﬂwin the
Uniﬁed States, or AR L

=t (@) the: invention, .was. described in a pat;ent

'%:granted ‘on;:an; application : for. pateat by .another

infiledodn the Dnited .. States.: before. the mventlon

-applicant, for. patent; or :

" (f) he did not himself invent the subject matter

sought to be: xmsented, or: ;
“o (@), ‘hefore the ai)plicant' 51 venﬂem Meof,_the
,,.inveuﬁon Was. mde An; this country. by another
~» who had not abandoned, suppressed, or: concealed
it In determining. priority of .invention there ghall
:be: /considered  not . only :.the ;respeective dates .of
. conception and reduction: to practice of tke. inven-
tion, but also the reasonable diligence of one who
was first to conceive and last to reduce io practlce,
from a time prior, to conception by the other..

85 U.S.C. 108. Conditions for. pateutabshty, m-
obvious subject matter. A patent may not be obtained
though -the invention is not identically disclosed or
described as pet torth in section 102 ot ‘this title it
the diﬂerences between the subject matter .sought to
be patented and the prior art are such that the
subject matter as a whole would have been obvious
at the time the invention was made to & person
having ordinary skill in the art to whxch said subject
matter pertains Patentability shall not be mgatived
by the manner in which the invention was made.

By far the most frequent ground of re}ectlon
ig on the ground of unpatentability in view of
the prior art, that is, that the claimed matter
is either not novel under 35 U.S.C. 102, or else
it is obvious under 85 U.S.C. 103. The lan-
guage to be used in rejecting claims should be
unequivocal. See § 707.07(d). ‘

35 U.S.C. 102 (ANTIcIPATION OR LACE oOF
Novevry)

The distinction between re]ectlons based on
35 U.S.C. 102 and those based on 35 U.S.C. 103
should be kept in mind. Under the former, the
claim is anticipated by the reference. No ques-
tion of obviousness is present. It may be ad-
visable to identify a particular part of the
reference to support the rejection. If not, the
expression “rejected under 35 U.S.C. 102 as
clearly anticipated by” is appropriate.

35 U.8.C. 103 (OnviousnEss)

In contrast, 35 U.S.C. 103 authorizes a rejec-
tlon where to meet the claim, it is necessary to
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an sppucatlon filed more than twelve ‘

, ' : jections

should hacke up by the best other art rejec-

s available. Merely ‘cumulative rejections;

i.e,, those which would clearly fall if the pri-

mary re}ectxon were not sustamed shoul be
avotde&

‘The Court of Customs and Patent Appeals
has held that expedients which are functionally
equlvalent to each other are not necessarily ob-
vious in view of one another. In re Scott, 139
USPQ 297, 51 CCPA 747 (1963) ; In re Fllnt
141 USPQ 299, 51 CCPA 1230 (1964).

This Court has also held that when a. clalm is
rejected under 35 U.S.C. 103, a limitation which
i8 considered to be 1ndeﬁn1te cannot be properly
disregarded. If a limitation in a claim is con-
sidered to be indefinite, the claim should be
rejected under 35 U.S.C. 112, second paragraph.
In re Wilson, 165 USPQ 494, 57 CCPA 1029
(1970). Note also In re Steele, 134 USPQ 292
49 CCPA 1295 (1962). See, §706.03(d).

Where a reference is relied on to support a
rejection, whether or not in a “minor capacity”
that reference should be posmvely included in
the statement of the rejection. See In re Hoch,
166 USPQ 406, 57 CCPA 1292, footnote 3
(1970).

A US. patent may be a reference against an
application even though the patent date is af-
ter the filing date of the ‘application, pro-
vided the filing date of the patent is
prlor to the ‘filing date of the application.
It is proper to use such a patent as a basic
or an auxiliary reference and such patents
may be used together as basic and auxiliary ref-
erences. This doctrine arose in Alexander Mil-
burn Co. v. Davis-Bournonville Co., 1926 C.D.
303; 344 O.G. 817; and was enacted into law
by 35 U.S.C.. 102(e) Tt was held  appli-
cable to rejections under 35 U.S.C. 103 by the
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- Things believed to be known to those skilled
in the art are often asserted by the examiner
to be “well known” or ‘“matters of common
know .- If justified, the examiner should
not be obliged to spend:time to produce docu-
mentary: proof.  If the knowledge is-of such
notorious character that judicial notice can be
taken, it is sufficient so to state. In re Mal-
colm, 1942 C.D. 589; 543 O.G. 440. If the ap-
plicant traverses such an assertion the exam-
iner should cite a reference in support of his
position. R

Failure of the applicant to seasonably chal-
lenge such assertions establishes them as ad-
mitted prior art. See In re Gunther, 1942 C.D.
332; 538 O.G. 744; In re Chevenard, 1944 C.D.
141; 500 O.G. 196. This applies also to asser-
tions of the Board. In re Selmi, 1946 C.D.
525; 591 O.G. 160; In re Fischer, 1942 C.D.
295; 538 O.G. 503. ; : ;

For further views on judicial nntice. see In re
Ahlert, 57 CCPA 1023, 165 USPQ 418 (1970)
(assertions of technical factsin areas of estoteric
technology must always be supported by citation
of some reference work) : In re Boon, 58 CCPA
1035, 169 USPQ 231 (1971) (a challenge to the
taking of judicial notice must contain adequate
information or argument to create on its face a
reasonable doubt regarding the circumstances
justifying the judicial notice) ; and In re Barr,
58 CCPA 1389, 170 USPQ 330 (1971) (involved
references held not a sufficient basis for taking
judicial notice that involved ' controverted
phrases are art-recognized). E

- prior art. Thi
relegated to a

o
gEﬁe b 1n exa

position w naue
rior art or “technical

dth, utility, etc.) such re-
th a full development
han by &

or art are ex-
. IN. THESE
. BE LESS
CHANCE OF A MISUNDERSTANDING
AS TO THE GROUNDS OF REJECTION.

706.03(a) Nonstatutory Subject Mat-
: ter [R-34]

Patents are not granted for all new and use-
ful inventions and discoveries. The subject
matter of the invention or discovery must come
within the boundaries set forth by 35 U.S.C.
101, which permits patents to be granted only
for “any new and useful process, machine,
manufacture, or composition of matter, or any
new and useful improvement thereof.

‘The term “process” as defined in 35 U.S.C.
100, means process; art or method, and includes
a new use of a known process, machine, manu-
facture, composition of matter, or material.

Decisions have determined the limits of the
statutory classes. Examples of subject matter
not patentable under the Statute follow:

. PrinTED MATTER

For example, a mere a’rrangement of printed
matter, though seemingly a “manufacture,” is
rejected as not being within the statutory
classes. See In re Miller, 164 USPQ 46, 57
CCPA 809 (1969) : Ex parte Gwinn, 112 USPQ
439 (Bd. App. 1955); and In re Jones, 153
USPQ 77, 54 CCPA 1218 (1967).

NATURALLY OCCURRING ARTICLE
Similarly, a thing occurring in nature, which
is substantially unaltered, is not a “manufac-
ture.” A shrimp with the head and digestive
tract removed is an example. Ex parte Gray-
son, 51 USPQ 413.
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- process or meth , a method of doing business

~ can be rejected as not being within the statutory
classes. See Hotel Security Checking Co. v.
- Lorraine Co., 160 Fed. 467 and In Te | ;,

USPQ 88, 22 CCPA 822 (1934).

: Scmnmmc ancrpm o
A sclenhﬁc principle, dlvorced from any
ible structure, can be rejected as not

w1t in the statutory classes O’Reﬁly V. Morse,

15 Howard 62.
This subject matter is further hmlbed by the
Atomlc Energy Act explamed in 5706 03 (b)

706 03(1)) Barred by Atonnc Energy
Act [R-18] -

A hmxtatmn on what can'be’ patented is im-
posed by the Atomic Energy Act of 1954.  Sec-
tion, 151(1} (42U.S. C 2181a) thereof reads in
parta.sfo ows:

-No patent shall hereafter be. granted for. any inven-
tion or discovery which is useful solely in the utiliza-
tion: of speeial nuclear material or atomic energy . in
an atomic weapon.

The terms “atomic ener,
nuclear material” are defin
the Act (42 U.S.C. 2014).

Sections '151(c) and 151(d) (ez U S.C.
2181c and d) set up ‘categories of pending appli-
cations relating to atomic energy that must be
brought to the attention of the U.S. Atomic
Energy Commission. Under rule 14(c), appli-
cations for patents which disclose or which ap-
pear to disclose, or which purport to disclose,
Inventions or discoveries ‘relating to atomic
energy are reported to the Atomic Energy Com-
mission and the Commission will be given access
to such applications, but such reporting does not
constitute a determination that the subject mat-
ter of each application so reported is in fact
useful or an invention or discovery or that such
application in fact discloses subject matter in
categories specified by the Atomic Energy Act.

All applications received in the Patent Office
are sent to Licensing and Review for screening
by Group 220 personnel, under rule 14(c), in
order for the Commissioner to fulfill his respon-
sibilities under section 151(d) (42 U.S.C.
2181d}) of the Atomic Energy Act. Papers sub-
sequently added must be inspected promptly by
the examiner when received to determine
whether the application has been amended to
relate to atomic energy and those so related must
be promptly forwarded to L)censmg and Re-

view.

7 and “special
in Sectlon 11 of
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e'category of a 1% (42 :

- Act muet be made only bv Gronp 220 personn

mt,% ; ,706.03 (c) F unctlonal

sect.lons 151(a.
( USC -2182), and:
‘of the Atomic | ner

ﬁsc '9185)

[R—34]

‘See Ex parte Ball et- al., 1953 C.D. 4; 675
0.G. 5: In re Arbeit et al., 1953 C.D. 409 ‘
877 OG 843 and Ex parte Stanley, 121 USPQ
621

85 US’C ‘112, Spemﬁcatum The speciﬂcation sha]]
contain a  written descriptxon of _the mvention,
and . of the ‘manner and process of making
and. us:ng it, in ‘such’ full, clear, conclse, ‘and
exact terms as to enable | any person skllled in the art
to which it pertains, or with which it i most nearly
connecb&i ‘to. make- and use ‘the same, and shall set
forth the best mode contemplated by the inventor of
carrying out his invention. Cn

The specification shall conclude with one or more
claims particularly pointing eut and distinctly claim-
ing the subject matter which the applicant regards as
his invention. A claim may be written in independent
or dependent form, and ‘if in' dependent form, it shall
he construed to include all the limitations of the claim
incorporated by reference into the dependent claim.

An element in ‘a: claim for .a combination may be
expressed as a means or step for performing a specified
function without the recital of structore, material, or
acts in support thereof, and such: claim shall be con-
strued to cover the corresponding structure, material,
or acts described in the specification and equivalents
thereof.

Paragraph 3 of 35 U.S.C. 112 has the effect
of prohibiting the rejection of a claim for a
combination of elements (or . steps) .
the ground that the claim dlstmguxshes
from the prior art solely in an element
(or step) defined as a “means” (or
“step”) coupled with  a statement of
function. However this provision of para-
graph 3 must always be considered as subordi-
nate to the provision of paragraph 2 that the
claim particularly point out and' distinctly
claim the subject matter. If a claim be found
to contain langnage approved by paragraph 3
such claim should always be tested additionally
for compliance with paragraph 2 and if it fails
to comply with the requirements of paragraph
2, the claim should be so rejected and the rea-
sons fully stated.

Paragraph 3 of 85 U.S.C. 112 makes no
change in the established practice of rejecting
claims as functional in situations such as the
following:

1. A claim which contains functional lan-
guage not supported by recitation in the claim
of sufficient structure to warrant the presence




transferring cloth:
_position and de

support. L
Note the followin

1156111 “a pt ” .
held not to const

' the
‘ment was held not to define any structure ar
accordingly could not serve to distinguish.
3. In re Boller, 141 USPQ 740, 51 CCPA

1484 (1964), the term “volatile neutralizing

agent” was held to be patentably effective
and commensurate with the breadth of the
disclosed invention. = o
4. In re Land and Rogers, 151 USPQ 621
(1966), the expression *“adapted to be ren-
dered diffusible in said liquid composition
only after at least substantial development”
wasgivenweight.
~ 5.1In re Halleck, 164 USPQ 647, 57 CCPA
954 (1970), the term “an effective amount”
was held not objectionable. =~
6. In re Swinehart and Sfiligoj, 169 USPQ
226 (1971), held that the meaning of “trans-
parent to infra-red rays” is sufficiently clear.
7. In re Barr et al, 170 USPQ 330, 58
CCPA 1388 (1971), held that the expression
“incapable of forming a dye with said oxi-
dized developing agent.” set forth definite
boundaries. [R-40] S

706.03(d) Vague and Indefinite [R-
sl |

When the examiner is satisfied that patenta-

ble novelty is disclosed and it is apparent to

the examiner that the claims are directed to
such patentuble subject matter, he should al-
low claims which define the patentable novelty
with a reusonable degree of particularity and
distinctness. Some latitude in the manner of
expression and the aptness of terms should be
permitted even though the claim language is
not as precise as the examiner might desire.

n occasion,
required to
7ith the claim,
ter. Although
-be com-

may make a claim indefinite if
limitation covers two different elements.
If two equivalent parts are referred to such as
“rods or bars”, the alternative expression may
be considered proper.’ . o7

“The inclusion of a negative limitation shall
not, 1n itself; be considered a ‘sufficient basis
for objection to or rejection of a claim. How-
ever, if such a limitation renders the claim
unduly broad or indefinite or otherwise results
in a failure to point out the invention in the
manner contemplated by 35 U.S.C. 112, an ap-

propriate rejection should be made. .. .-~ -

; Generally speaking, the inclusion of (1) nega-
tive limitations and (2) alternative expressions,
provided that the alternatively expressed ele-
ments are basically equivalents for the purpose
of the invention, are permitted if no uncertainty
or ambiguity with ‘respect to the question of
scope or breadth of ‘the claim is presented.

The examiner has the responsibility to make
sure the wording of the claims is sufficiently
definite to reasonably determine the scope. It is
applicant’s responsibility to select proper word-
mf;o_f the claim, except to the extent that the
selection of words makes the claims indefinite.
Under no circumstances should a ‘claim be re-
jected merely because the examiner prefers a
different choice of wording. ' '

Still another way in which a claim can be in-
definite is where a non sequitur occurs. For
example, a claim is inferential and therefore
indefinite when it recites “said lever” and there
was no earlier reference or no antecedent in
the claim to a lever. An indirect limitation
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;  ' re]ecéed asmdeﬁmte;: Lo
~+ Rejections for indefiniteness were atﬁrmed»

e Hammack, 166 USPQ 209 (CCPA 1970) ;

‘Rejections for indefinite
Inre Castaing, 166 USPQ 550 (CCPA 1970) ;
In re Fisher, 166 USPQ 18 (CCPA, 1970) ; and

In re Luck, 177 USPQ 523 (CCPA 1973) ; In
re St ypan, 156 USPQ 143 (CCPA 1967) ; and
lkmgmn, 162 TSPQ 145 (CCPA 1969).
When the prior art discloses a product which
reasonably appears to be either identical with
or only shghigy different than a product claimed
ina product-by—process claim, a rejection based

alternatlvely on either section 102 or 103 of the

statute is appropnate As a practical matter,

the Patent Office is not equipped to manufacture

products by the myriad of processes put before
it and then obtain prior art products and make
physical comparisons therewith. A lesser burden
of proof is required to make out a case of prima
facie obviousness for product-by-process claims
because of their peculiar nature than when a
product is claimed in the conventional fashion.
In re Brown, 59 CCPA 1036, 173 USPQ 685
(1972) ; In re Fessmann 180 I,'SPQ 324 ( CCPA
1974).

The fact that it is neoessary for an applicant
to describe his product in product-by-process
terms does not prevent him from presenting
claims of varying scope, Ex parte Pantzer and
Feier, 176 USPQ 141 (Board of Appeals, 1972).

706.03(f) Incomplete [R-27]

A claim can be rejected as incomplete if it
omits essential elements, steps or necessary
structural cooperative relationship of elements,
such omission amounting to a gap between the
elements, steps or necessary structural connec-
tions. Greater latitude is permissible with re-
spect to the definition in a claim of matters not
essential to mnovelty or operability than with
respect to matters essential thereto. See also
§ 706.03(d).

Bev. 40, Apr. 1974

and In re Colher 158 USPQ 266 (CCPA 1968).
eness were reversed in’

In re Wakeﬁeld 164 USPQ 636 ( CCPA 1970) ’
706 03 (e) Product ny Process [R—‘

An artlcle may be chxmed by a process of
making it provided it is definite. In re Moeller,
1941 C.D. 316; 48 USPQ 542; 98 CCPA 932;

((}

3 are re]ected as prolzwuwhen the ‘con-
tain long recitations of unimportant details

 Inre C ohn, 169 USPQ 95 (CCP A 1971); In _ which hide or obscure the invention. Ex parte

Iagan, 1911 C.D. 10; 162 O.G. 538, expresses
the thought that very long detailed clalms set-
ting forth so many e%ements that invention can-
not possibly reside in the combination should
be rejected as prolix. See also In re Ludvnck '
1925 CD 306 1339 O.G. 393. i

706 03 (h) Nonstatutory Clalm [R—
27] ‘ Lok

Some apphcatlons When ﬁled contam an om-
mbus claim such as “A device substantla]ly as
shown and described.”

Such a claim can be re]ected as follows

" Claim __.__ is rejected for failing to par-
tlcularly point out and distinctly claim the
‘invention as required in 35 U.S.C. 112.

For cancellatlon of such a claim by examin-
er’s ’s amendment, see § 1302.04 (b)

706. 03(1) Aggregauon [R—34]

Re]ectlons on the g’round of aggregation
should be based upon a lack of cooperation be-
tween the elements of the claim. Many deci-
sions and some legal writers extend the term
to include old and exhausted combinations
(§ 706.03(j)). Confusion as to what is meant
can be avoided by treating all claims which in-
clude mere than one element as combinations
(patentable or unpatentable) if there is actual
cooperation between the elements, and as ag-
gregations if there is no cooperatlon :

Ezample of aggregation: A washing ma-
chine ‘associated with a dial telephone.

Ezample of old combination: An improved
carburetor claimed in combination with a gaso-
line engine.

A claim is not nec&ssarﬂy aggregatlve be-
cause the various elements do not function si-
multaneously. A typewriter, for example, is a
5ood combination. See also In re Worrest, 40

CPA 804, 96 USPQ 381 (1953). Neither is a
claim necessarily aggregative merely because
elements which do cooperate are set forth in
specific detail.

A rejection on aggregation should be made
only after consideration of the court’s comments
in In re Gustafson, 51 CCPA 1358, 141 USPQ
585 (1964). , ,




ALTO! T Prex
allowed in the same application, or whether

other grounds for rejection of the combination

claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-
bination o? the same elements functionally co-
operating in substantially the same manner to
produce substantially the same results as that
of the claimed combination. £z parte Silver-
stein, 125 USPQ 238. The fact that an appli-
cant has improved one element of a combina-
tion which may be per se patentable does not
entitle him to a claim to the improved element
in combination with old elements where the ele-
ments perform no new function in the claimed
combination. In re Hall, 41 CCPA 759.

Example: An improved (specifically recited)
carburetor claimed in combination with a gaso-
line engine. A reference is cited which shows
a carburetor combined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination, the cooperation between the carbu-
retor and engine is the same and the end result
is the same. The claimed combination is an
improvement over the prior art only because
of ‘the improved carburetor. The carburetor
has separate status, since entire subclasses are
devoted to carburetors, claimed as such. A
reference is preferably cited to show the sepa-
I(‘?lte status and development. (See §904.01

())l)d combination rejections ordinarily are
based on 35 U.S.C. 112 (failure to point out the
invention). The rejection should make it clear
exactly what the combination is and why it is
thought that any improved element does not
modify the action of the combination. A sug-
gested form for use in making an old combina-
tion rejection is as follows:

“Claim 1 is rejected under 35 U.S.C. 112 as
being drawn to the old combination of a bell,
a battery and a switch connected in series by
wire conductors. This combination is shown

om that shown in Jor
setting . specific construction of the
tery itself. Since the latter does not modify
the action of the other elements recited in the

material manner, no new combina-
\ re Hall,

706;03( k) Duplicafe Claims; Double
' Patenting [R-27]

Inasmuch as a patent is supposed to be lim-
ited to only one invention or, at most, several
closely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to be logical as well as convenient.
However, court decisions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
ing) his invention in a reasonable number of
ways. Indeed, a mere difference in scope be-
tween claims has been held to be enough.

Nevertheless, when two claims in an appli-
cation are duplicates, or else are so close in
content that they both cover the same thing,
despite a slight difference in wording, it is
proper after allowing one claim to reject the
other as being a substantial duplicate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if they differ
only by subject matter old in the art. The lat-
ter ground of rejection is set forth in the fol-
lowing paragraph quoted from Ex parte
Whitelaw, 1915 C.D. 18; 219 O.G. 1237:

“Claim 54 is not patentable over claim 51
and claims 53, 55 and 56 are not patentable
over claim 50 in view of Comstock, No. 590,657,
which shows that it is old to employ an engine-
casing in tools of this character. The claims
held patentable are considered as fully cover-
ing applicant’s invention, and applicant can-
not be permitted to multiply his claims by
presenting alleged combinaticns which distin-
guish from the real invention only by including
elements which are old in the art and perform
no new function.”

This rejection (the ex parte Whitelaw doc-
trine} is usually not applied if there are only
a few claims in the application.
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- Where there is a common assignee for two

or more-applications by different inventors, and

the applications contain conflicting claims, see
- DouBLE PATENTING

~ Where there are conflicting claims in differ-
ent applications of the same inventor, one of
whieh 1s assigned, see § 304. o .

- Where the same inventor has two or more
applications for species or for related  inven-
tions, see Chapter 800, particularly §§ 8G=-
804.02, 806.04(h), 822 and 822.01 for double pat-
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enting rejections of inventions not patentable
over each other. =

 Arrurcatiox Frep Unpex 35 U.S.C 121

- The Commissioner has determined that under
35 U.S.C. 121, the Patent Office cannot reject a
divisional application on the parent patent if
the divisional application is filed as a result of
a requirement for restriction made by the Office
even though the requirement for restriction
relates to species. In re Joyce, 1958 C.D. 2;
115 USPQ 412. See also In re Herrick et al.,
1958 C.D. 1; 115 USPQ 412 where the Com-




due multl licity o% claims may be appealed to

the Boar f: Appeals

inventlon and reqmre

erly” deﬁne app
ct ‘certain clalms, not to

the applicant ‘to

the merits. The examiner should be reason-
able in setting the number to afford the appli-
cant some latitude in claiming his invention:

The earlier views of the Court of Customs and
Patent Appeals set forth in In re Chandler, 117
USPQ 361, 45 CCPA 911 (1958) and In re
Chandler, 138 USPQ 138,50 CCPA 1422 (1963)
have been somewhat revised by its views in In
re Flint, 162 USPQ 228, 56 CCPA 1300 (1969)
and In re Wakefield, 164 R8s SPQ 636, 57.CCPA
959 (1970). .

- If a rejection on mult1pllclty is in order the
examiner should make a telephone call explain-
ing that the claims are unduly multiplied and
will be rejected on that ground. Note § 408. He
should request selection of a specified number
of claims for purposes of examination.

If time for consideration is requested arrange-
ments should be made for a second telephone
call, preferably within three working days.

When claims are selected, a formal multi-
plicity rejection is made, 1nclud1ng a complete
record of the telephone 1nterv1ew, followed by
an action on the selected claims.

When applicant refuses to comply with the
telephone request, a formal multiplicity rejec-
tion is made. No reference should be made to
the unsuccessful telephone call.

537-872 O - 74-2

' supposed errors of the mult]

exceed the number specified, for examination on’

olicity reje
required to confirm his sel ection
made by ‘telephone, or if no previous s
‘has been made, select certain claims for P
of exa txon ' h umber of which. i

, eserves apphcant’s rJght to. ha.ve
the rejection on multlphclty rev1ewed by the
Board of Appeals. .

. Seealso§. 706 03(k). .

706. 03 ( m) Nonelected Invenuons :
- [R-341"

See §§ 821 to 821.03 for treatment of cla.lms
held to be drawn to non-elected inventions.

706 03(n) Correspondence of Claim
© and Dlsclosure [R—29]

Rule 117 Amendment and remswn reqmred The
spec:ﬁcatlon clalms ‘and drawing must be amended and
revzsed when required, to, correct 1naccuracl& ot de-
seription and definition or unnecessary prolixity, ‘
to.secure correspondence between the claims, the speci
ﬁcation and the drawing

Another category of re]ectxons not based on
the prior art-is based upon the relation of the
rejected claim to the disclosure. ‘In chemical
cases, 2 claim may be so broad as to not be
supported by disclosure, in which case it is
rejected as unwarranted: by the disclosure. If
averments in a claim do not correspond to the
averments or disclosure in the spemﬁcatlon,
rejection on the ground of inaccuracy may be
in_ order. It must be kept in mind that an

original claim is part of the disclosure and
might adequately set forth subject matter
which is completely absent from the specxﬁca-
tion. Applicant is required. in such an in-
stance to add the subject matter to the speclﬁ-
cation. Whenever an objection or rejection is
made based ‘on incomplete ‘disclosure, the ex-:

Rev. 40, Apr. 1974




proseeu 3¢ callxwtentlon to rule 118,
 When an amendment is filed i 3
‘ob]ectlon or. rejection based on mcomplete dis-
~ closure, a study of the entire a.];lphcatmnxseften
necessary to determine: whet
matter” is involved. Applicant should therefore
specifically . point out the support for any
amendments made to the disclosure.
If subject matter capable of 1llustration is
originally: claimed and it is. not shown in the

drawing, the claim is 1ot reLected ‘but. apgl;;

cant is required to add it to t. edmwmg
§608 o1(l).

§706 03 (z) for re]ectlons on. nndue
breadth _

706. 03 (o) ~ Ne‘w ‘Matter [R—29]

385 U.8.0. 132. Notice of rejection; reemmtion'

~'Whehever; on examination, any clalm for a patent is
rejected, or any objection or reqnirement made, the
Commissioner shall notify the applicant thereof, stat-
ing the reasons for such rejection, or objecﬂon or re-
quirement, ‘together with such information and refer-
ences as may be useful in judging of the propdety of
continuing the prosecution of his application and if
after receiving such notice, the applecant persists in his
claim for a patent, with or without amendment, the
application shall be reexamined.' No amendment shall
introduce new matter into the disclosure of the
invention.

In amended cases, subject matter not dis-
closed in the original application is sometimes
added and a claim directed thereto. Such a
claim is rejected on the ground that it is drawn
fo new matter. New matter includes not only
the addition of wholly unsupported subject
matter, but also, adding specific percentages or
compounds after a broader original disclosure,
or even the omission of a step from a method.
See §§ 608.04 to 608.04(c).

In the examination of an application fol-
lowing amendment thereof, the examiner must
be on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
rated into the patent statute. These rejections
are based on 35 U.S.C. 132.

706.03(p) No Utility [R-20]

A rejection on the ground of lack of utility
includes the more specific grounds of nopera-
tiveness, znvovag perpetual motion, frivolous,
fraudulent, against public policy. The statu-
tory basis for this rejection is 35 U.S.C. 101.

Seé § 608.01(p).

706.03(q) Obvious Method [R-40]

In view of a decision of the U.S. Court of
Customs and Patent Appeals, process claims
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er or.not “new .

be;f"re]ected on & theory that
or composition produced thereby

s eencelved, anyone skilled in the art would

at once be aware of a method of ma.kmg it, In

- re Kuehl, 177 USPQ250 (1973).

A process may be unpa‘tentable, however. even
if the produet produced. therefrom is. patenta-
ble, In re Kanter, 158 USPQ 331 (OCPA 1968).
The mere ‘substitution of a new starting mate-
rial in an otherwise conventional process may
well be obvious in the absence of some unob-
vious result in the process itself, In re Kanter,
158 USPQ 331; In re Neugebauer et al., 141

USPQ 205 (CCPA. 1964); Corning Glass
Works et al. v Bremler, 175 USPQ 516 (D. C
Cir. 1972). |

However, the use of a speelﬁc mmeml oil in
a process was held to be material in In re
Schnelder et al. 179, USPQ 46 (CCPA 1973).

706 03 (r) Mere Function of Machme
| [R—ZO] :

In view of the decision of the Court of Cus-
toms and Patent Appeals in In re Tarczy-
Hornoch appearing at 158 USPQ 141, process
or method claims are not subject to re]ectlon by
Patent Office examiners solely on the und
that they define the inherent function of a dis-
closed machine or apparatus. ~

706.03(s) Statutory Bar [R—40]

Another category of rejections not based on
the prior art finds a basis in some prior act of
applicant, as a result of which the claim is
denied him. :

ABAVDOWENT oF INVENTION

Under 35 U.S.C. 102(c), abandonment of
the “invention” (as distinguished from aban-
donment ‘of an application) results in loss of

ht to a patent. %ote In re Gibbs et al 168

%PQ 578 (OCPA 1971).

Owx Prior Foreian PATeENT

Eztract from 85 U.8.C. 102. Conditions for patenta-
bility,; novelly and loss of right to pateni. A person
shall be entitled to a patent unless—

- - - - L]

(d) the invention was first patented or caused to
be patented by the applicant or his legal representatives
or assigns in a foreign country prior to the date of the
application for patent in this country on an applica-
tion filed more than twelve months before the flling of
the application in the United States.

The statute above quoted establishes four
conditions which, if all are present, establish a




. ‘Applications should not be submxtted a rou-
tine matter to the librery ' to ascertain if the
foreigm application has becomea patent: = Since
the foreign patent to-be a bar under 35 U.S.C.
102(d) must have been granted before the filing
date in. this country, ‘the probability of the
foreign patent having issued after the date of
execution of ‘the original oath and before the
U.S. filing date is so slight as to make such a
seerch ordma.rlly unproductxve

' ) FOBEIGN Fn.rNG Wn'nom' Lxcmvsr:

35 U.8.C. 182, Abandonment of invention for unauthor-
ized disclosure. The invention disclosed in ‘an applica-
tion for patent subject.to an order made’ pnrsuant to
section /181 ‘of ‘this title may'be ‘held abandoned upon
its 'being’ established -by the Commissioner that in
violation of said order'the invention has been published
or disclosed or that an application for a patent therefor
has been filed in'a foreign country by the inventor, his
successors, assigns, or legal representatives, or anyone
in privity with him or them, without the consent of
the  Commissioner. The abandonment shall be held to
have occurred as.of the time of violation. The counsent
of the Commissioner shall not be given without the
concurrence of the heads of the departments and the
chief officers of the agencies who caused the order
be issued. A holding of abandonment shall constitute
forfeiture by the applicant, his successors, assigng, or
legal representatives, or anyone in privity with him or
them, of all claims against the United States based
upon such invention,

35 U.B.C. 184. Filing of application in foreign coun-
try. Except when authorized by a license obtained
from the Commissioner a person ghall not file or cause
or authorize to be filed in any foreign country prior to
six months after filing in the United States an applica-
tion for patent or for the registration of a utility model,

72.1

application in a foreign country for.
registration of a utility model, industrial des:gn, or
model in:respect:of the invention. A ‘United States
patent issued to such persdn, his successors, assigns, or
legal representatxves sha.ll be mvulid

If upon exa,mmmg an apphcatlon, the ex-
aminer learns of the existence of a correspond-
ing foreign application which appears to have
been filed before the United States application
had been on file for six months, and if the in-
vention apparently was made in this country,
he shall refer the . ‘application to Licensing
and Review Section of Gr: oup :220, calling at-
tention to the foreign a hcatlon.‘ Pending
investigation of the possible violation, the ap-
plication may be returned to the exa
group for prosecution on the merits. When it
1s otherwise in condition for’ q]low'mce, the ap-
plication will be again submitted to Licensing
and Review Section of Group. 220 unless the
latter has already reported -that ‘the foreign
filing involves no bar to the United States
applieation. .

If it should be necessary to take action under
35 U.S.C. 185, Licensing and Review Section of
Group 220 will xequest transfer of the apphca—
tion to it.

Or1er StatuTory Bars

Clmms to an invention in public use or on
sale in the United States more than twelve
months before the effective U.S. filing date are
rejected. 35 U.S.C. 102(b).

706.03(t) Other Assigned Application
[R-19]

As pointed out in § 304, assignment of one
of several overlapping applications of the same

Rev. 40, Apr. 1974




on the ground. that
has dxsclaxmed the. subject matter in-
. Such. disclaimer may arise, for: exam-
ple, from.the ap. licant’s fatlure: .
(a) to. make
ence with another apphcatmn undm- mle 203
(§11&101(n0), I
(b}. to.copy a. claun from 2 pate 7;when sug-
by the examiner - (§ 1101.62(f) ), ror
éc} to pespond or- appeal mthm ‘the - time
lmnt fixed, to  the examiner’s. rejection of

claims cop ied. from a. patent (see mla 206(b),

uomz(f) )..

jection, ‘on. dxsclalmer’-a hes to - all
c]amm;not tentably. distinet: fmm the. dis-
claimed subJect matter as. well as. to the clalms
d:rectly mvolved ke 4 md med Tl

706.03(v) After Interferenee or Pub-
o lieUse Proceedmg [R—20]

For rejections fol]owmg an 1nterference, see
§§ 1109 to 1110.

“The outcome of public use pro«‘eedmgs may
also be the  basis of a rejection. (See rule 292).

Upon termination of a public use proceedings
including a case also involved in interference,
in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to
the Board of Patent Interferences notifying
them of the disposition of the public use pro-
ceedmgs.

706.03(w) Res Judicata [R—40]

Res Judicata may constitute roper
ground for rejection. However, as noted low,
the Court of Customs and Patent Appeals has
materially restricted the use of res judicata
rejections. It should be applied only when the
earlier decision was a decision of the Board of
Appeals or any one of the reviewing courts and
when there is no opportunity for further court
review of the earlier decision.

The timely filing of a second application co-
pending with an earlier application does not

Rev. 40, Apr. 1074

laims. S“ﬂﬂeSted for. mterfer-"

72.2

, for the secon ,&pphcataon clazl

based on a pnoi- adjudlcatlon
aga the mventor on the same claim, a patent-
ly mmdlstmct claxm, tor a claun mvolvmg the

s&mefssue }
" Edgerton v. ;ngsland 75 USPQ, 307
"*(DC‘ Cir,, 1947).

In re Swa,rc, 138 USPQ 208, 'SO CCPA
1571 (1963). |

‘In re Katz, 16‘7 U PQ 487 58 CCPA 713
{I%@)” (prior d by District Court).
"In the foilow cases for various Teasons,

res judicata re]ectmns were reversed.

In re Fried, 136 USPQ 429, 50 CCPA 954
(1963) (dlﬂ'erences in cIalms)

- In re Szware, 138 USPQ 208, 50 CCPA

,1571 {1963) (differences in clalms)

- In re:Hellbaum, 152 USPQ 571, 54 CCPA
1001 (1967) (differences in clalms) k

. In re Herr, 153 USPQ 548, 54 CCPA 1315
(196;) (same ' claims, new ev1dence, pnor

decision by CCPA).

~ In re Kaghan, 156 USPQ 130, 55 CCPA
844 (1967) (prior decision by Board of Ap-
peals, final rejection on prior art withdrawn
by examiner “to simplify the issue”, differ-
ences in claims; holding of ‘waiver based on
language in MPEP at the time).

In re. Cral%3 162 USPQ 157, 56 CCPA
1438 (1969) (Board of Appeals. 'held second
set of claims patentable over prior art).

In re . Fisher, 166 USPQ 18, 57 ‘CPA
1099 {1970). (difference in clanns)

~In re Russell, 169 USPQ 426, 58 CCPA
1081 (1971) (new evidence, re]ectlon on pnor
art reversed by court). .

In re Ackermann, 170 USPQ 340 58 CCPA
1405 (1971) (prior decision by Board of Ap-
peals, new evidence, re]ectlon on prior art
reversed by court).

Plastic Contact Lens Co. v. Gottschalk, 179
USPQ 262 (D.C. Cir., 1973) (follows In re
Kayhan).




for within two years

~ original patent. This is an :absoln‘teibyari@nd ‘

cannot be excused. This prohibition has been
interpreted to apply to any claim which is
broader in any respect than the claims of the
original patent.. Such claims may be rejected
as being barred by 35 U.S.C. 251. However,
when the reissue is applied for within two
years, the examiner does not go into the ques-
tion of undue delay. . . . [T
_The same section permits the filing of a re-
issue application by the assignee of the entire
interest only in cases where it does not “enlarge

the scope of the claims of the original patent”.
Such,cﬁ):‘ ns which do enlarge tﬁe scolffe may
also be rejected as barred by the statute. .

A defective reissue oath affords a ground for
rejecting all the claims in the reissue appli-
cation. See § 1401.08. o .

Note that a reissue application is “special”
and remains so even if applicant does not make
a prompt response. R
706.03(y) Improper Markush Group
o [R-34] ,

Ex parte Markush, 1925 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming a
genus expressed as a group consisti.nf of cer-
tain specified materials. This type of claim is
employed when there is no commonly accepted
generic -expression - which is commensurate in
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pharmacology
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steps. It is improper to
use the term “comprising” instead of “consist-
ing of”. Ex parte Dotter, 12 USPQ 382. Re-
garding the normally prohibited inclusion of
Markush claims of varying scope in the same
case, see Ex parte Burke, 1934 C.D. 5: &1 O.G.
509. :
The use of Markush claims of diminishing
scope should not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made. This
practice with respect to Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-
cal or chemical class or to an art-recognized

- nation (no -ka.z.fsu‘ig ompound),
the  if the members of the group are:
‘the specification to possess at least one: pr‘tl))}l)-
e

Jo compound -
DD ate diaddosedin

erty. In. common which is mainly responsi
for their function in the claimed relationship,
and it is clear from their: very nature or from
the prior art that all of them this prop-
erty. While in the past the test for Markush-
type claims was apppl)i?d as liberally as possible,
present practice which holds that claims recit-
ing  Markush groups are not generic claims
(§ 803) may subject the groups to a more strin-
gent test for propriety of the recited members.
Where a Markush expression is apilied,only to
a portion of a chemical compound, the propriety
of the grouping is determined by a consideration
of the compound as a whole, and does not depend
on there being a community of properties in the
members oﬁie Markush expression. . .~ -

'When materials recited in a claim are: so
related as to constitute a proper Markush group,
they may be recited in the conventional manner,
or alternatively. For example, if “wherein R
is a material selected from the group consisting
of A, B, C and D” is a proper limitation then
“wherein R is A, B, C or D” shall also be con-
sidered proper. ‘ ' ‘

© SusceExus Cram

A situation may occur in which a patentee
has presented a number of examples which, in
the examiner’s opinion, are sufficiently repre-
sentative to support a generic claim and yet a
court may subsequently hold the claim invalid
on the ground of undue breadth. - Where this
happens the patentee is often limited to species
claims which may not provide him with suit-
able protection: T R

The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent Office or in any way
detracting from the rights of the public. Suc
a subgenus claim would enable the applicant
to claim all the disclosed operative embodi-
ments and afford him an intermediate level of
protection in the event the true genus claims
should be subsequently held invalid.

The examiners are therefore instructed not
to reject a Markush type claim merely because
of the presence of a true genus claim embra-
cive thereof. - :

See also §§ 608.01(p) and 715.03.

706.03(z) Undue Breadth [R-32]

In applications directed to inventions in arts
where results are predictable, broad claims may
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. 169 I}'SPQ 298.
- However, :

claims. - In re Sel, 1938 C.D.723; 497 0.G. 546.
This is because in arts such as chemlstry it is
not obvious from the disclosure of one species,
what other species will work. = In re Dreshfield,
1940 C.D. 351; 518 O.G. 255 gives this general
rule: “It is well settled that in cases involving

chemicals and chemical compounds, which dif-
fer radlcally in their properties it must appear

ion either by the

in an apphcant’s ‘spec
cient number of the mem-

‘enumeration of a:

| - bers of a group or by other appropriate lan-

that the chemicals or chemical combina-
tions included in the claims are capable of ac-
complishing the desired result.” The article
“Broader than the Disclosure ‘in ' Chemical
Cases”,: 31 J.P.O.S. 5, by Samuel S Levm
covers t;hls sub]ect in detaﬂ '

706 04- Rejectlon of Prevmusly Al-
' " lowed Claims ,

A claim noted as allowable shall thereafter
be rejected only after the proposed rejection
has ‘been ‘submitted to the primary examiner
for consideration of all the facts and approval
of the proposed action.

Great care should be exercised in authorizing
such ‘a rejection. See Ex parte Grier, 1923
C.D. 27; 309 O.G. 223; Ex parte Hay, 1903
C.D. 18; 139 0.G. 197

Previous ACTION BY DIFFEB}:\*T ExAMINER

'Full faith and credit shou]d be glven to the
search and action of a previous examiner un-
less there is a clear error in the previous action
or knowl of other prior art. In general, an
examiner should not take an entlrely new ap-
proach or attempt to reorient the point of view
of a previous examiner, or make a new search
in_the mere hope of finding something.

Because it is unusual to reject a_previously
allowed claim, the examiner should point out
in his letter that the claim now being rejected
was previously allowed.

706.05 Rejection After Allowance of

Application
See § 1308.01 for a rejection based on a refer-

ence.
For rejection of claims in an allowed case
which has failed to make the date of a senior
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e ; _applications dmecmd to inven-

~tionsin arts where the results are unpredictable,
. the disclosure of a single species usually does
* not provide an adequate basis to support generic

See § 110102(f)

706.07 Fmal Re]ectlon

‘Rule 113 Fmal rejectwn or actum “(a) ‘On’ the
second or ‘any subsequent examinatlon or considera-
tion, the’ reJectxon or other actlon may be made ﬁnal,
whereupon applicant’s response is limited to appeal in
the case of reJection of any -claim (rule 191) or. to

‘amendment’ as speciﬁed in rule 116 Petition may be

taken ‘to ‘the’ Commissioner in ,the case of objections

o requirements not involved in the rejection of any

elaim' (rule 181) Response to'a ﬂnal rejection or
action must mclude cs.ncenation of or appeal from the
reJectxon of each claim so rejected and if any claim
stands allowed comphance mth any requu-ement or
obJectxon as to form.

*(b).In making such. final reJectxon the examiner
shall repeat or:state ail grounds of rejection then con-
sidered applicable to the claims . .in.the case, clearly
stating the reasons therefor.

'Before final rejection is in order a clear i issue
should be developed between the examiner and
applicant. To bring the prosecution to  as
speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public, the invention ‘as disclosed and
claimed should be thoroughly searched in the
first action and the references fully applied;
and in response to this action the applicant
should amend with a view to avoiding all the
grounds of rejection and objection. Switching
from one subject matter to another in the
claims presented by 'lppllcanf in successive
amendments, or from one set of references to
another by the examiner in rejecting in suc-
cessive actions claims of substantially the same
subject matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
issue for an early termination; i.e., either an
allowance of the case or a final rejection.

While the rules no longer give to an appli-
cant the right to “amend as often as the ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered final rejections. The
apphcant who is seeking to define his invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the examiner to that
end, and not be prematurely cut off in the




 EXAMINATION OF APPLICATIONS - ' 706.07

_ prosecution of his case. But the applicant @ The examiner should never lose sight of the
who dallies in the prosecution of his case, re-  fact that in every case the applicant is entitled
sorting to technical or other obvious subter-  to a full and fair hearing, and that a clear issue
fuges in order to keep the application pending  between applicant and examiner should be de-

before the primary examiner, can no longer  veloped, if possible, before appeal is prose-

find a refuge in the rules to ward off a final  cuted. However, it is to the interest of the
rejection. ' ' applicants as a class as well as to that of the

. 4.1 Rev. 34, Oct. 1972




FW

ing grounds of

carefully grounds re-

‘be relter-

of rejection, je Yy
such a statement and also should mclude a re-
buttal of any arguments raised in the appli-
cant’s response. If appeal is taken in such a
case, the examiner’s answer. shouid contain a
complete statement of the examiner’s pos1t10n
The final rejection letter should conclude with
a statement that:

“The above rejection is made FINAL”, or
“This is a FINAL rejection”.

The Office action first page form POL-326
should be used in all Office actions up to and
including final rejections.

A final rejection must be signed by a primary
examiner.

For amendments filed after final rejection,
see §§ 714.12 and 714.13. [R-29]

706.07(a) Final Rejection, When
Proper on Second Action
[R43]

Due to the change in practice as affecting
final rejections, older decisions on questions of
prematureness of final rejection or admission of
subsequent amendments do not necessarily re-
flect present practice.

Under present practice, second or any subse-
quent actions on the merits shall be final, except
where the examiner introduces a new ground
of rejection not necessitated by amendment of
the application by applicant whether or not the
prior art is already of record. Furthermore, a
second or any subsequent action on the merits
in any application will not be made final if it
includes a rejection, on newly cited art, of any
claim not amended by applicant in spite of the
fact that other claims may have been amended
to require newly cited art.

. genenc cla

he conSIderatlon of clai , ‘

: de to point out the
aminer should be on
ms. See § 714.04.
The clalms, however, *"ﬁnally rejected if,
in the opinion of the examiner, they are clearly
open to re]ectlon on grounds of record.

706 07(b)

Final Re;ectxon, When
Proper on’ Flrst Actlon
[R43]

The clalms of anew appllcatlon mav be ﬁnally

rejected in the first Office action in those situa-
tmm where (1) the new application is a con-
tinuing . ap{)hcatlon of, or a substitute for, an
earlier application, and {2) all claims of the new
application (a) are drawn to the same invention
claimed . in the earlier .application,: and (b)
would have been properly. é)nally rejected on the
grounds or art of record in the next Office action
if they had been entered in the: earller apphca-
tion.
However. it Would not be proper to make final
a first Office action in a continuing or substitute
application where that application  contains
material which was presented in the earlier
apphcatlon after final rejection or closing of
prosecution but was denied entry for one of the
following reasons: :

(1) New issues were raised that required fur-
ther consideration and/or search, or

(2) The issue of new matter was raised.

Further, it would not be proper to make final
a first Office action in a continuation-in-part
application where any claim includes subject
matter not present in the earlier application.

A request for an interview prior to first ac-
tion on a continuing or substitute apphcatlon
should ordinarily be granted.

706.07(c) Final Rejection,

ture

Any question as to prematureness of a final
rejection should be raised, if at all, while the
case is still pending before the primary exam-
iner. This is purely a question of practice,
wholly distinct from the tenability of the re-
jection. It may therefore not be advanced as a
ground for appeal, or made the basis of com-
plaint before the Board of Appeals. 1t is re-
viewable by petition.

706.07(d) Final Rejection, With-
drawal of, Premature
[R-29]

If, on request by applicant for reconsidera-
tion, the primary examiner finds the final rejec-

Prema-

Rev. 43, Jan. 1975




. See §§ 714.12 and 714.13, Amendments after
final rejection.. ..

Once a final rejection that is not premature

has been entered in a case, however, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of rule 116. This does
not mean that no further amendment or argu-
ment will be considered. An amendment that
will ‘place the ease either in condition for al-
lowance ‘or in better form for appeal may be
admitted. Also, amendments complying with
objections or requirements as to form are to be
permitted after final action in accordance with
rale116(a). oo o
' The examiner may withdraw the rejection of
finally rejected claims. If new facts or reasons
are presented such as to convince the examiner
that the previously rejected claims are in fact
allowable, then the final rejection should be
withdrawn.  Occasionally, the finality of a re-
jection may be withdrawn in order to apply a
new ground of rejection. R

Although it is permissible to withdraw a final
rejection for the purpose of entering a new
ground of rejection, this practice is to be limited
to situations where a new reference either fully
meets at least one claim or meets it except for
differences which are shown to be completely
obvious.  Normally, the previous rejection
should be withdrawn with respect to the claim
or claims involved.

The practice should not be used for applica-
tion of subsidiary references, or of cumulative
references, or of references which are merely
considered to be better than those of record.
Furthermore, the practice should not be used
for entering new non-reference or so-called “for-
mal” grounds of rejection such as those under
35 U.S.C. 112.

When a final rejection is withdrawn, all
amendments filed after the final rejection are
ordinarily entered.

707 Examiner’s Letter or Action
[R—43]

Rule 104. Nature of examination; examiner's action.
(a) On taking up an application for examination, the
examiner shall make a thorough study thereof and shall
make a thorough investigation of the available prior art
relating to the subjeet matter of the invention sought to
be patented. The examination shall be complete with re-
spect both to compliance of the application with the
statutes and rules and to the patentability of the in-

Rev, 43, Jan. 1975

well as with respect to matters

The applicant will be notified of the examiner's

_ action. The reasons for any adverse action or any ob-

Jection or requirement will be stated and such informa-
tion or references will be given as may be useful in
aiding the applicant to judge of the propriety of con-
tinuing the prosecution of his application.

Under the current first action procedure, the
examiner signifies on the action form POL-326
certain information including the period set for
response, any attachments, and a “summary of
action,” the position taken on all claims.
~ This procedure also allows the examiner, ip
the exercise of his professional judgment to
indicate that' a discussion with applicant’s
representative may reslt in_agreements
wherehy the application may be placed in con-
dition for allowance and that the examiner
will telephone the representative within about
two weeks. Under this practice the applicant’s
representative can be adequately prepared to
conduct such a discussion. Any resulting amend-
ment may be made either by the applicant’s
attorney or agent or by the examiner in an
examiner’s amendment. It should. be recog-
nized that when extensive amendments are nec-
essary it would be preferable if they were filed
by the attorney or agent of record, thereby
reducing the professional and clerical workload
in the Office and also providing the file wrapper
with a better record, including applicant’s argu-
ments for allowability as required by rule 111.

The list of references cited appears on a sep-
arate form, Notice of References Cited, PO-892,
(copy in § 707.05) attached to applicant’s copies
of the action. Where applicable, Notice of In-
formal Patent Drawings, PO-948 and Notice
of Informal Patent Application, PO-152 are
attached to the first action. ' o

The attachments have the same paper number
and are to be considered as part of the Office
action.

Replies to Office actions should include the
3-digit art unit number and the examiner’s
name to expedite handling within the Office.

In accordance with the Patent Statute,
“Whenever, on examination, any claim for a
patent is rejected or any objection . . . made”
(85 U.S.C. 132) notification of the reasons for
rejection and/or objection together with such
information and references as may be useful in
judging the propriety of continuing the prose-
cution, as required under the Statute, should
appear in colums 24 of a completed form PO-
1142, supplemented by relevant sections of the
Statute on the reverse side of the form.

Upon proper completion of form PO-1142:

Column 1 will identify the rejected and/or
objected claim(s) ;




U.S. DEPARTMENT OF COMMERCE
i1 Patent Office

Address Onty:  COMMISSIONER OF PATENTS
- Washington, D.C 20231

Art Tnit 118 FWWLM——
' JAN 141975

. GROUP 110

This is a communication from the Examiner in
charge of your application.

s
w

[
e

Commanoner of Petars

. M This application has been examined.

3 Responsive to communication filed 3 Tnis action is made final.

A SHORTENED STATUTORY PERIOD FOR RESPOMNSE TO THIS ACTION IS SET TC EXPIRE

T 3 MONTH(S)____emm——fpupe@ FR0M THE DATE OF THIS LETTER.

PART I

The following attachmentsis? ar2 part of this action:

a N Notice of References Cued, Form PO-892 o 3 wcuce of informal Patent Drawing, PO-948.
¢ [ Notice of intormat Patant Appication. 4 3
Form FQ-152
PART H
Summary of &cton

1,N Claims /= II are presented for examination.
2.[J Claims are allowed.
S,M Claims 7 s II would be allowable if amended as indicated.

4,N Claims / haws ? are rejected.

5.N Claims q-11 . are objected to.

6. [ Claims are subject to restriction or eiection requirement.
7. Claims are withdrawn from consideration.
——— 8. {3 Since this apphicaton appears 10 be in condition for zcwance except for formal matters, prosecution as to the

merits s closed in accordance with the practice under Ex parte Quayle, 1935C.0. 11,453 0G. 213.

9. {3 Since it appears that a discussion with applicant’'s rs

sentative may result in agreements whereby the appli-
cation may be pced in condition for allowance. the saminer will telephione the representative within about 2
weeks from the date ot this letter.

10. {3 Recepts acknowiedged of papers under 35 USC 118 which papers have been placed of record in the file.

11 [ Appheant’'s claan for ononty based on an application fiea o on
15 acknowledged B s noted, however, that z certifies copy as required by 35 USC 119 has not been received.

12 {3 Other
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‘ rdm ?ﬂh”"z u.s. wmo‘ COMMERCE
Rev. 672 s Patent Oftice
: e 999 999 7353
: NOTI"CAW 0‘ 'E]EC“‘ON(S) AND/O‘ M}ECTION(S) (35 UsSC I
1 43,4 us.el A
: oz ‘
Axle assemblies of each Frxed
] 135
2 12,5 | u.s.c B/c Fo Fubular members (!:-52, of
: /o 3 :
8, Fig. 4 of C).
Oéwou.s +o extend auwxiliary wheels
; 35 ; F D F. T /a.—l-erally as im £
3 ﬂé,?’ u.s.c.iDv £+F (,o..t. Is. I—- ¢). Also oéwoa.sv‘opro—
. /103 , wde. rer'hcd.ll ac(/u_s‘-/'ab/e, wheels
; m D as .S'Aown by F (F’j 3).
"rgpzfl'u@, " /5 misdesari "Ve_ "
. 35 )
4 ,6,7 us.e| — deﬁnrnj a sleeve within a
) 12
ycrame, Membcr
s | @ 38  Obrious o exfend a.u.x:/;a.r)( wheels
Ww.5.e. Av E of A (F:g /) /af-erd/y as ‘m £
703 (fz R, /s -6

¢ | 9-H - - Oblee/'ed'/o - c/ d From rvyeen‘ed
alaim ; will be a.//owed 1 rewritten
in independenrt +Forr.

1| Clasm 6 would be allowed [F amended o recite -the
specifie hydrawlic (heel- moring arrangem

®#| G arted o show an analogous lzydrau.l:c_ wlmel-

mo rmj meehanism.

INER
ExAMINE TEL. NG,

o Capital ietters representing references are sgentified on (703 =857 -30 70
accompanying Form PO-892

The symbot *‘v'" belween letters represents — i view of —,
The wymtinl ¢ of "*&'* belween lellers regresents — and -,
A siash /' belween lellers repfesents e glitemative — of —, Tho F Ga“ag‘m'

NOTE Sechions 100, 101, 102, 103 and 112 of the Patenl Statyle Prm’ry fvamwer
1Title 35 of the United States Code) sre remoduced an the Al’t u,, s ﬂq
hetk ot this sheel.

Fz
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o T o cap v
“Notice of References Cited” form P( the
relation of the references as applied being indi-
cated by symbols illustrated and defined at the
bottom of the form; . . =
- Column 4 will supply the necessary informa-

tinuing the prosecution. =

tion useful in judging the propriety of con-

- 'When considered necessary for adequate in-
formation, the particular figure(s) of the
drawing(s), and/or page(s) or paragraph(s)
‘of the reference(s), and/or any relevant com-

‘ - inserted 1in
the

condensed langu
+: In exceptional ‘cases, as tisfy the mor
stringent requirements under rule 106 (b}, and
in pro se cases where the inventor is unfamiliar
with the patent law and practice, a more com-
plete explanation may be needed. If necessary,
a'regular action, not using form PO-1142, may
be prepared. R
- Revised “Notice of References Cited” form
PO-892 with the capital letters in the left-hand
margin should be used with form PO-1142. To
facilitate the use of these letters for reference
identification, the patents and other references
should be listed in the order they are first used
on form P(Q-1142. Accordingly, the first T.S.
tent used as a reference in preparing form
PO-1142 will be identified by letter “A* and
listed in the first line of form PO-892 regard-
less of the patent number, the second TU.S.
patent used will be identified as “B” and listed
1n the second line, etc. The first foreign patent
or publication used will be listed on the line
identified by letter “L”.

Objections to the disclosure, explanation of
references cited but not applied, indication of
allowable subject matter, requirements (includ-
ing requirements for restriction if space is
available) and any other pertinent comments
may be written at the bottom of form PO-1142.

Summary sheet POIL-326, which serves as the
first page of the Office action, will continue to
be used with all first actions and, as usual. will
identify any allowed claims. This summary
sheet, designated as page 1, identifies two parts
of the Office action with Roman numerals as
“Part I” and “Part I1”.

Form PO-1142 has “Part III” printed
thereon for identification and distinction with
regard to other parts of the action. The form is
to be numbered page 2 in the space provided at

76.3

 PO-1142 are expected
, ! the claims that are sub-
ject to rejection and/or objection in most cases.
If additional paragraphs are needed for that
purpose, they may be arranged on the lower
part of the form with the claims, reasons for
rejection, references and information vertically
aligned with the columns on the upper part of
the form, with or without extending the vertical

* column lines downward and, if extended down-

ward, prefereably without passing through the
vacant space between paragraphs £and 5.
_ If space in the form including the lower part
is inadequate for all the claims that are subject
to rejection and/or objection, a second form
PO-1142 may b used, marked a5 pago 3 and
further marked for distinguishing identifica-
tion as “Part IIT-a” with the lower case letter
“a” jnserted after the printed Roman numeral

If the space on the form or forms is inade-
quate for completing the rest of the action
(other than rejection and/or objection of
claims), a regular blank action sheet may be
used, marked with a page number succeeding
the page number on the form(s). This page
should be marked as “Part IV”, and marked
with paragraph numbers in sequential order
starting with number “1”7.
 If form PO-1142 is the last sheet of the action
without additional typed pages annexed, exam-
iner’s signatures and telephone numbers should
be located at the bottom of the form at the indi-
cated location. S

A yellow worksheet form PO-1142A, corre-
sponding to the form PO-1142, is available for
use by the examiner in preparing his action for
typing. However, the action should preferably
be written or printed by hand directly on form
PO-1142, rather than typed if the writing or
printing is legible and clearly readable in the
opinion of the supervisory primary examiner.
All doubts concerning legibility of writing or
printing shall be resolved in favor of a typed
action. A BLACK INK BALL POINT PEN
MUST BE USED.

The first action should be complete, with a
full explanation of the reasons for decisions on
the merits in condensed language, using essen-
tial words and phrases in abbreviated form.
Identification of patentable subject matter and
constructive suggestions for rendering the case
allowable should be made whenever possible,

§707.07(3). ~
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x imperative anguage
used on form PO-1142 be. clear, mte}hgzb;e and
compl > for .com. tmn’ to. the apphcant.

couraged to make further attempts ad}ustmg
his writing or printing by making the individ-
ital letters wider and by making afl letters as
large as the space ‘between the lines permits.
(3) All carbon copies of PO-1142 should be
checked for legibility before the actlon is
handed in for counting.

" (4) When actions are returned by the Refer-
ence Processing Section (RPS) for correction,
they should be routed to the examiner by way
of the supervisory patent assistant (SPA) and
the supervisory primary examiner (SPE).

(5) When action returned from RPS with
copy indicating defect.

a. If feasible, correct (e.g.,
number),

b. If not feasible to correct, use original
copy of returned PO-1142 as worksheet and
have new PO-1142 typed.

insert phone

INsTRUCTIONS

(1) PO-1142 can be used for actions on the
merits prior to the attorney’s response to the
first action on the merits, as for example, a sup-
plemental action, the previous action being the
first action on the merits or for a first action
on the merits which is not the first action in
the case, but it should not be used for a second
action on the merits which is not made final
since the attorneys are expected to respond to
all actions by using the names of the references
rather than the capital letters used on PO-1142.
All other Office actions should also use the
names for the references. If a PO-1142 is used
for a supplemental action, the previous action

Rev. 43, Jan. 1975

- the letter followmg the last
ﬁrst:PO—892 far that of

(2) When using PO——1142 :
finds. it Tecessary to cite more- references ‘on
PO-892 than is provided for on the form for
any of the three types of references, he should
use an additional PO-892 drawing a line
through the letters used to designate that type
of reference and to the left of these letters msert
V,W,X,Y,Z,as necessary. -

(3) Pnor to. starbmg to wnte P relectlon in
Column 4, if the examiner feels certain that he
will not _have enough room in a single box in
that column, he should merely insert: “See
paragraph 6" (or another: appropriate pa.ra-
graph number) and write the rejection in that
paragraph. If he has any doubts as to whether
the rejection will fit in the box, he should write
the rejection in the box. On. reaching the last
line, if he finds that he will not have enough
room, at the end of that line he should write
“Continued in paragraph 6” (or another ap-
propriate paragraph no.) and finish the rejec-
tion in that paragraph. Under no circumstances
should a rejection started in column 4 of any of
the first five paragraphs be continued into the
next numbered paragraph of that column.

(4) When P0O-1142 is the last page of the
action, the names; signatures, and telephone
number that appears at the end of a conven-
tional action should be placed in the box in the
lower right-hand corner of the form. The tele-
phone number should include area code 703 and
Patent and Trademark Office prefix 557 as well
as the examiner’s extension.

(5) Examiners are never to fill out address
part of POL~326.

(6) In Col. 4, the references should always
be referred to by the appropriate letter. The
symbols appearing at the bottom of the form
should never be used in Column 4.

(7) When a section of U.S.C. is referred to
in Col. 2, it should always include 35 U.S.C. as
well as the section of the statute.

(8) Only capital letters representing refer-
ences and the symbols appearing at the bottom
of the form should appear in Col. 3. For ex-
ample, the examiner should not indicate in

Col. 3—

AvB

as applied
above
vD
(9) Reference citation form P0O-892 should

be marked with the paper number to which it
is an attachment.

76.4
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EXAMINATION  OF APPLICATIONS

(10) Old forms POIL-326 and PO-892
(dated earlier than 10-70), should never be used
with PO-1142 but they may be used with other
actions.

(11) The three parts of the action (forms
POL-326, PO-892 and PO-1142) should be
stapled together when finally placed in the file

wrapper.
Most FrEQUENT DEFECTS

(1) No telephone number.
(2) Reference names used in Col. 4 and para-
graph 6.
(3) Writing or printing not easily readable:
Carbon too light
Printing too small or compressed
Handwriting not easily readable

707.01

(4) References merely described and not
combined in Column 4. [R-36]

707.01 Primary Examiner Indicates
Action for New Assistant [R-
20]

After the search has been completed, action
is taken in the light of the references found.
Where the assistant examiner has been in the
Office but a short time, it is the duty of the
primary examiner to go into the case thor-
oughly. The usual procedure is for the assist-
ant examiner to explain the invention and
discuss the references which he regards as most

76.5 Rev. 43, Jan. 1975




e erences [I 25}‘

Du ,mg the examination of an apphcat n the
: ild cite appropriate prior art
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rejéete : :
in the references and no further ﬁel of
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707.02(a

The smperv' ory
impress their assist:
~ shortest path to the final dis
plication is by finding: the
the first search and careful
The s , L . : cations, U
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plemenfal amendments, (fﬁr‘mﬂt
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A prehmm&rv amendment In.a new . case
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. receivedl.
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. DTHER REFERENCES (Including Author, Title, Date, Pectinent Pages, Etc.)

Jonves, Def. Pub. of Serial No. 30,226, Filed #-20-70 published
in 88/ 0.6.21 on J2-1-1570, Defensive Feblication No. TEFI, 002, 96~ 1.6
(500840001) WINSLOW, C.E.A., Fresh Air and Verdslation E.P. Dutton,
NY., 1926, p-77-1/I2, TH 7653 Ws , J/5- 22

Batlistre Missile & Aerospace Technology , Veol. 3, Asademic.
Press, N.Y., (964, TL %759, p. /99, 250-/08

| Larbowax & Polyethylene &fycols, Carbide. Chemical
Corporation, 194¢ , p- 5, Caoy in Group (20 Library

EXAMINER DATE

jane jeﬁrcj)er‘ 7-/5~ 7‘/ [J cueck mene ir rorEION ExcHanGE

U

+» ATTENTION R. 0. B.: Do not furnish copy if this box is checked,

USCOMM~0C SG86C PT1

Rev, 42, Oct. 1974 78



S

Co ies: of mted T !
below) are automatically furmshed without
charge to applicant together with the Office ac-
tion In which they are cited, Copies of the cited
references are also placed in the application file
for use by the examiner during the prosecution.

- Copies of refeiences which are cited at the
tune of allow ance, in Ex pdrte Qua rle actions,
~..and by applic

: pi
‘ ppheatmns if

‘ ' l__’f:hey had 'been prevmusly cited in' the parent

application are not furnished. » ine
should check the left hand column of form PO-
892 if a'copy of the reference is not to be furn-
ished to the applicant. '

In the rare instance Where no art is cited in
a_continuation - application, all the references
cited during the prosecution of the parent appli-
cation will be listed at allowance for printing
in the patent.

This service is furnished by the Reference
Processing Section (R.P.S.) which is in charge
of (1) ordering copies of the cited U.S. patents:
(2) mailing the action with one copy of each
cited reference and (3) after mailing, returning
to the group the ribbon copy of the mailed ac-
tion together with a copy of each reference to be
placed in the application file.

To assist in providing this service, the exam-
iner should :

(a) Write the citation of the references on
form PO-892, “Notice of References Cited”.

(b) Place the original copy of PO-892 in the
file wr r and give to the clerk with the com-
pleted (S)lijice action for counting.

(¢) Write the application serial number on
the plastic index tab of a special folder. Insert
into the folder both carbon copies of PO-892
together with two copies of any foreign and
other references cited in the action. Such copies
of the foreign patents and publications should
be made by the Copying Center. Do not enclose
any [J.S. patents.

Q) Place the folder in the “Out Box for
R.P.S.”

Form PO-892 is completed and the folder
prepared and forwarded to R.P.S. in all cases
in which a reference is to be provided, regard-
less of the type reference cited.

If special handling is desired, a “special”
sticker should be attached to the top of the

folder.

78.1
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P ‘bents (those hawng more than""

ition and drawings) will be g

applicant, but will not be placed
‘the application file. A tab card stamped
“Jumhﬂ Patent” will be inserted in the ﬁle to
account for the missing reference. -
‘Detailed instructions rega.rdmg the above
outhne& pmeedure, and the procedure to be
followed in correcting an Office action prior to
mailing are found in' “hapter 400 of the Manual
of Clerical Procedures.
1In the case of design appllcatlons, procedures

are the same as set forth in section 707.05(a)—

t less than the entire disclosure

nt may be ‘supplied with the ac-

g ign group. Copies of all sheets of
< and of the first page of the specifica-
ed patents are furnished without

charge v other sub3ect matter relied on by

‘the examiner will also be provided without

charge. Where an applicant desires a complete
copy of a patent it may be obtained through
the Customer Serv1ces Division at the usual

charge ‘
707.05 (b)

Citation of Prior Art by
Applicants [R—45]

This section sets forth positive guidelines
for applicants, their attorneys and agents who
desire to submit prior art for consideration by
the Patent and Trademark Office.
tions of relevant art are welcomed and are en-
couraged. In order that they may be most effec-
tively considered by the examiner, however, with
as little disruption of the regular examination
process as possible, it is requested that they be
submitted in accordance with the following

idelines.

(1) Citations should be submitted within
three months after the application filing date if
possible. Any citation made after the first ac-
tion on the Imerits (if this occurs more than
three months after filing) should be accom-
panied by an explanation of why it was not
earlier preeented This may take the form of a
statement that it was made as soon as the art
or other material was discovered, or as soon as
its pertineney was appreciated, indicating the
date of discovery of the cited material or its
pertinency.

(2) Full text copies of the pertinent portions
of all such prior art citations or other material
relevant to patentability of the claimed inven-
tion should be supplied, whether the citation is
made in a separate paper or in the specification

of the application. This will be unnecessary in
the case of pending or abandoned United States
applications {e.g. Defensive Publications). In

Rev. 45, July 1975

Such cita- -e—




mm of ubhcatx, a wyr? ; nf ﬂlﬁ txt:le :

copyright notice or other ndication of a pub-
lication date, and copies of the entire p&gm
which contain the text ai ﬁm mlev&nt matermi
will be sufficient.

- r* Also, where the apphmnt h% Subm1tted prmr

art in accordance with this section in a prior
application, reference to the prior application
and the submission of the prior art therein will
be sufficient for the continuing apphcatmn.
However, any change in applicant’s position
regarding the cited art and its relevancy to the

L claimed subject matter should be indicated.

While patent copies are. of course, available

— in the Patent and Trad&m&r& Office, failure of

the applicant to include copies of the cited art
means that the examiner must interrupt his ex-
amination until copies can be ordered and re-
ceived. Since the person making the citation will
have copies in hand, an overall saving in time
and more expeditious examination will result if
copies are supplied with the citation.
(3) If the reference is not in English, a

translation of its pertinent portions should be
- included. Alternatively, in lieu of a translation,

Rev. 45, July 1975

a copy of an equwaimt English lam%}m? pat-

publication may be mvxde it 15

identified ing an equival

4) Aemmpanvmg each’ .1tatlon should be
an indication of its pertinency to the claimed
subject matter, together with any reasons ap-
plicant may wish to point out why the claims
are censxdered to be patentable over the cited
material.

“All citations of prior art or other material
submitted in accordance with the above guide-
lines and submitted before all claims have been
indicated as allowable will be fullv considered

by the examiner.

“While the Patent and Trademark Office will =

not knowingly ignore any prior art which might
m:ztzmpate or suggest the claimed invention, no
assurance can be given that cited art or other
material not submitted in accordance with these
guidelines will be considered by the examiner.
Consequently, any patent issuing on the appli-
cation in question would not be expected to be
accorded the usual presumption of validity with
respect to such cited art or material.

78.2




37),ora : , any citations sub-
mitted will be placed in the file. Since prosecu-
tion has ended, however, such submissions will
not ordinarily be considered by the examiner

unless the citation is accomﬁmd by:o oo
-(a) A proposed amendment cancelling or
further restricting at least one independent
claim and narrowing the scope of protection

- (b) A timely affidavit under Rule 131 (37
CFR 1.131) with respect to the material cited;
- (c) A statement by the applicant or his at-
torney or agent that, in the judgment of the
person making the statement, the prior art or
other material cited raises a serious question as
to the patentability of the claimed subject mat-
e et S ! e
If the material is submitted after the base is-

sue fee has been paid, it must also be accom-
panied by a petition under Rule 183 (37 CFR
1.183) requesting a waiver of Rule 312 (37 CFR
1.8312). Such petition, if granted, would result
in review of the art by the examiner and pos-
sible entry of the amendment.

Submitted citations will not in any way
diminish the obligation of examiners to conduct
independent prior art searches, or relieve ex-
aminers of citing pertinent prior art of which
they may be aware, whether or not such art is
cited by the applicant. Nothing in this section is
intended to relieve applicants of any respon-
sibility they may have to cite known prior art

—to the Patent and Trademark Office.

If the specification or a separate paper filed in
the application contains citations relating to
background material, applicant has the respon-
sibility of determining whether or not such
material is sufficiently relevant to the claimed
invention that full compliance with these guide-
lines is necessary.

Prior art submitted by applicant in the man-
ner provided herein will not be supplied with
an Office action, but will be listed on the form
PO-892, “Notice of References Cited,” along

> with other prior art relied upon by the examiner
during the examination. Accordingly, the ex-
aminer should check the space on form PO-
892 to indicate that no copy of that reference
need be furnished to the applicant. Only that
prior art listed by the examiner on form PO-
892 will be printed on the patent.

However, if the prior art is submitted in a
manner which does not comply with this section,
it is not necessary to list all cited prior art on

. Ly form PO-892 in order to make the citations of

lowability

79

707.05(d)

mmlm complete listing of <=
Wi

, the application

, nspection by the
public after issuance of the patent. The exami-
ner may state that he has considered all the prior
art cited by applicant, even if it was submitted
in a manner which does not fully comply with
the requirements of this section. C
- Citations of prior art may be placed of record
in the patented file after the grant of the patent
at the request of the patentee (see Section - -
100{d) of Title 35, United States Code, for
definition of patentee). Any such submissions
by the patentee will be placed in the patented
file without comment by the Patent and Trade-
mark Office. Citations submitted to the Patent
and Trademark Office by third parties will not 4
be placed in the record of a patented file unless
the party submitting the art certifies that he has
sent the owner of record copies of the cited art
and of his letter transmitting it to the Patent
and Trademark Office. - : :
707.05(c) Order of Listing [R-41]

In citing references for the first time, the
identifying data of the citation should be
placed on form PO-892 “Notice of References
Cited”, a copy of which will be attached to the
Office action. No distinction is to be made be-
tween references on which a claim is rejected and
those formerly referred to as “pertinent”. With
the exception of applicant submitted citations
(88 707.05 &b) and 708.02), the pertinent fea-
tures of references which are not used as a basis
for rejection, shall be pointed out briefly.

Revised “Notice of References Cited” form
PO-892 with the capital letters in the left-hand
margin should be used with form PO-1142. To
facilitate the use of these letters for reference
identification, the patents and other references
should be listed in the order they are first used
on form PO-1142. Accordingly, the first U.S.
patent used as a reference in preparing form
PO-1142 will be identified by letter “A” and
listed in the first line of form P(O-892 regard-
less of the patent number, the second U.S.
patent used will be identified as “B” and listed
in the second line, etc. The first foreign patent
or publication used will be listed on the line
identified by letter “L”.

See § 1302.12.

707.05(d) Reference Cited in Subse-
quent Actions
Where an applicant in an amendatory paper
refers to a reference which is subsequently -
relied upon by the examiner, such reference
shall be cited by the examiner in the usual
manner.

Rev. 45, July 1975




i filing date, i

—

Rule 107 (8§ 707.05 and 901.05(a)) req

_ the examiner to give ceitain data when citing
references. The patent number, patent date,
name of the Fatentee; class and subclass, and the
_ appropriate, must be given in the
citation of U.S. patents. This information is

listed on the “Notice of References Cited” form
PO-892 (Copy at § 707.05). See § 901.04 for de-
tails concerning the various series of U.S. pat-
ents and how to cite them. Note that patents of
the X-Series (dated prior to July 4, 1836) are

““not to be cited by number. Some U.S. patents
“issued in 1861 have two numbers thereon. The

. larger numbershould becited.
- If the patent date of a U.S. patent is after
and the effective ﬁ.lilj.y.g date of the patent is

o before the effective

filing date of the a

~ plication, the filing date of the patent must
- set forth along with the citation of the patent.

This calls attention to the fact that the par-
ticular patent relied on is a:reference because
of its filing date and not its patent date.  Simi-
larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated.

In the rare instance where no art is cited in a
continuation application, all the references cited
during the prosecution of the parent application
will be listed at allowance for printing in the

patent. See § 707.05(a).
Cross-REFERENGES
Official cross-references should be marked
“X* and unofficial cross-references “UX”.
ForelN PATENTS AND PUBLISHED A PPLICATIONS

In citing foreign patents, the patent number,
citation date, name of the country, name of the
patentee, and class and subclass must be given.

Rev. 45, July 1975

actions where references are furnished,and
less than the entire disclosure is relied upon,

_ the sheet and page numbers specifically relied
 upon and the total number of sheets of drawing
and pages of specification must be includ

~ (exeept applicant submitted citations) ; (2) the

umber of s rawin

entire disclosure is relied upon, the total nuraber
of sheets and pages ‘are not included, and the
aPB;({S}'mtp columns on PO-892 are left blank.
- Publications such as German allowed ap-
plications and Belgian and Netherlands printed
sgulﬁCations should be similarly ‘handled. ' If
the total number of sheets and pages in an

publication to be furnished (other than U.SY
patents) exceeds 15, the authorizing signa-

~ture of the supervisory primary examiner is
~ required. Applicants who desire a copy of the

complete foreign patent or of the portion not
“relied on™ must order it in the usual manner.
~ See §901.05(a) for a chart in which foreign
language terms indicative of foreign patent and
publication dates to be cited are listed.

. - PuBLICATIONS -

See §711.06(a) for citation of abstracts,
abbreviatures and defensive publications. See
§ 901.06(c) for citation of Alien Property Cus-
todian publications. o -

In citing a publication, sufficient information
should be given to determine the identity and
facilitate the location of the publication. The
data required by rule 107 (§707.05) with
the specific pages relied on identified together
with the SCTENTIFIC LIBRARY call num-
ber will suffice. The call number appears on the
“spine” of the book if the book is thick enough
and, in any event, on the back of the title page.
Books on interlibrary loan will be marked
with the call number of the other library, of
course. THIS NUMBER SHOULD NOT BE
CITED. If the copy relied upon is located
only in the group making the action (there
may be no call number), the additional infor-
mation, “Copy in Group " should be given.




Hine, J. S. Physical Organic Chemistry.
N.Y, McGraw- HIH 1956, p, 81. QDiT&Hﬁ.

Noyes ‘W. A, Jr. A Climate for | Cher
ical Research. In Chem & Eng. News. 38(42):
p.91-95. Oct.17,1960. TPLI418.

Note: In this cztatlon, 38 is the volume num-
ber, 42 the lssue number, 'md 91- 95 the page
numbers. #a

If the orlgmql pubhcatxon is loc'lted ontclde
the Office, the examiner should immediately
order a photocopy of at least the portion rehed
‘upon and indicate the class and subelass in
which it will be filed. The Office action MUST
designate this class and subclass.

‘Whenever, in citing references anywhere m
the application file the titles of periodicals are
abbreviated, the abbreviations of titles used in
Chemical Abstracts and. printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the followmg excep-
tions: (1) the abbreviation for the Berichte der
Deutschen Chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber .and (2)
where a country or city of origin is a necessary
part of a complete identification, the country or
city of origin should be added in parentheses,
e.g.,J. Soc. Chem. Ind. (London).

707.03(f) FEffective Dates of Declassi-
fied Prmted Matter [R-
31] |

In using declassified material as referenceu
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date.  The printing date in some in-
stances will appear on the material and may be
considered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial was made available to the public. See Ex

81

antlclpatlon P
e under 35 U.S.

L erences [R—36].-¢«

Where an error in CItathn of a reference 1S
brought to the attention of the Office by appli-
cant, a letter correcting the error and restartin
the previous period for response, together wit
a correct copy of the reference, is sent to appli-
cant. Where the error is discovered by the ex-
aminer, applicant is also notified and the period
for response restarted. In either case, the ex-
aminer is directed to cor rect the error, in ink,
in the paper in which the error appears, and
place his initials on the margin of such paper,
together with a notation of the paper number
of the 'lctlon in:whieh the citation has been cor-
rectly given. See § 710.06.

TForm POL-316 is used to correct an erro-
néous citation or ‘an erroneously furnished
reference. Clerical instrnctions are outlined in
the Manual of C]encal Procedures, §4IOC
(21) and (3).

any case othermse ready for 1ssue, in
which the erroneous citation has not been for-
mally corrected in an official paper, the ex-
aminer IS directed to correct the mtatlon on an
examiner’s amendment form POL-37..

If a FOREIGN patent is. mcorrectly mted
for example, the wrong country is indicated
or the country omitted from the citation, the
General Reference Branch of the Scientific
Library may be helpful. The date and num-
ber of the patent are often sufficient to deter-
mine the correct country which granted the
patent.

To correct a citation prior to mailing, either
before or after &ending the typed action to
Reference Processing Unit (R.P.U.), see the
Manual of Clerical Procedures, § 410.C(1).

Rev. 36, Apr. 1973




 there:is:no published d
sion on the same point. )
" 'When ‘a Commissioner’s order, “notice or
memorandum  not: yet ‘incorporated into 'this
manual is cited in any official action, the title
and date of the order, notice or memorandum
should be given. When appropriate other data,
such as a specific issue of the Jowrnal of the
Patent Office Society or of the Official Gazette
in which the same may be found, should also be
given. ‘ R ‘

707.07 Completeness and Clarity, of
. Examiner’s Action [R-31]

Rule 105. Completeness of examimer's action.  The
examiner's action will be complete as to all matters,
except that in appropriate circumstances, such as mis-
Joinder of invention, fundamental defects in the appli-
cation, ard the like, the action of the examiner may be
limited to such matters before further action is made.
However, matters of form need not be raised by the ex-
aminer until a claim Is found allowakle.

707.07(a) Complete Action on Formal
~ Matters - [R-36]

Forms are placed in informal applications
listing informalities noted by the Draftsman

Rev. 86, Apr. 1973

a ete re st either V
all formal requirements or specifically tra

in tﬁeiﬁm
When any formal

Iy

each requirement not complied with. =~

See§602.02.

7070 7 ( c) " Draf lyésnylazn"s : .R’equ'irémenyt

Seé- ‘§70"7.(’ﬁ(a);‘-.also.§§ 66’8‘.02(11)",’ (e),
and.(s).‘ = g L p ‘ ,

707.07(d) Language To Be Used In
| . Rejecting Claims [R-36]

Where a claim is refused for any reason re-
lating to the merits thereof it should be “re-
jected” and the ground of rejection fully and
clearly stated, and the word “reject” must be
used. The examiner should 'designate the
statutory basis for any ground of rejection by
express reference to a section of 35 U.S.C. in the
opening sentence of each ground of rejection.
If the claim is rejected as too broad, the reason
for =0 holding should be given; if rejected as
indefinite the examiner should point out where-
in the indefiniteness resides; or if rejected as in-
complete, the element or elements lacking should
he fs(;l)eciﬁed, ‘or the applicant be otherwise ad-
vised as to what the claim requires to render it
complete.

See '§ 706.02 for language to be used.




which he judges, as
allowable and/or s

amended to ma

aminer does not do this, then by implication it
will be understood by the apphcsmt or his attor-
ney or agent that in the examiner’s opinion, as
presently advised, there appears to be no allow-
able claim nor anythmg patentable in the sub-
ject matter to whlch the claims are directed.

IMPROPERLY EXPRESSED Rmcrrows o

An omnibus rejection of the claim “on the
references and for the reasons of record” is
stereotyped ‘and usually not informative and
should therefore be avoided. 'This is especially
true where certain claims have been rejected
on one "grOu'nd 'an’d‘ other "fc']aims on another
ground.

A plurality of claims should never be
grouped together i in 2 common rejection, unless
that rejection is equally app]xcable to all claims

in the group.
707.07(e) Note All' Outstandmg Re-

qulrements

In taking up an amended case for action the
examiner should note in every letter all the
requirements outstanding against the case.
Every pomt in the prior action of an exam-
iner which is still appllcable must be repeated
or referred to, to prevent the implied waiver
of the requirement.

| Aftér an Oﬂiceact:on, therespense (in a'ddi:i

tion to: ‘making: amendments; etc.) ‘may 'fre-
quently include arguments and affidavits to the
effect that the prior art cited by the examiner
does not teach how to obtain or does ‘not in-=
herently yield one or more advantages (new
or improved results, functions: or - effects),
which ‘advantages are ur, to ‘warrant issue
of a patent on the alleged novel sub]ect mat—
ter claimed.

If it is the examiner’s consxdemd oplmon
that the asserted advantages are without sig-
nificance in datermining - patentability of the
rejected claims, he should state the reasons for
his position in the record, preferably in the
action following -the ‘assertion or argument
relative to such advantages. By so doing the
applicant ' will know that the  asserted 'ad-
vantages have actually been considered by the
examiner and, if appeal is taken, the Board of
Appeals will aiso be advised.

‘The importance of auswering such argu-
ments is illustrated by In re Herrmann et al.,
1959 C.D. 159; 739 O.G. 549 where the apph-
cant urged ‘that the subject matter claimed
produced mew and useful results. The court
noted that since applicant’s statement of ad-

vantages was not questioned by the examiner
or the Board of Appeals, it was constrained
to accept the statement at face value and there-
fore found certain claims to be allowable.

Rev. 86, Apr. 1973



- “heart” of the invention (as dis
prior art which merely meets the terms o '
- claims), secondary rejections inor technical
grounds should ordinaril Certain
technical rejections (e.g- negative limitations,
indefiniteness): shou made: where the
examiner, recognizing the limitations of ‘the
English language, is not aware of an improved
e-of definitlon: v o0 s sy wer senh
-~ Some situations exist whereexamination of an
application appears best accomplished by limit-
ing action on-the claims thereof to a particular
issue. - These situations include the following:
(1) Where an application is too informal for
a complete action on the merits; see § 702.01;
(2) Where there is an undue multiplicity of
claims, and there has been no snccessful tele-
phone request for election of a limited number
of claims for full examination: see § 706.03(1};
+::{(8) “Where there is a misjoinder of inven-
tions and there has been no successful telephone
request for election ; see §§ 803, 806.02,:812.01;
++/(4) “Where the disclosure is directed to per-
petual motion ; note ez parte Payne, 1904 C.D.
42:1080.G.1049. . - oo e
However, in such cases, the best prior art readily
available should be cited and its pertinancy
pointed out without specifically applying it to

the claims. e s e Fee
' On the other hand, a rejection on the grounds
of res judicata, no prima facie showing for re-

issue, new matter, or ineperativeness (not’

inyolving perpetual motion) should be accom-
plished by rejection on all other availabla
grounds.

707.07(h) Notify of Inaccuracies in
Amendment [R-27]

See § 714.23.

Rev. 31, Jan. 1972

" When, during the examination of a pro se
case, it becomes apparent to the examiner that
there is patentable subject matter disclosed in
the 'application, he shall draft one or more
claims_for the applicant and indicate in his
action that such claims would be allowed if in-
corporated in the application by amendment.

~ This practice will expedite ' prosecution and
offer a service to individual inventors not repre-
sented by a registered patent attorney or agent.
~ Although this practice may be desirable and
is permissible in any case where deemed appro-

riate by the examiner, it will be expected to

e applied in all cases where it is apparent that
the applicant is unfamiliar with the proper pre-
paration and prosecution of patent applications.

ArLowaBLE Excerr as To ForMm

_When an_application discloses. patentable
subject matter and it is apparent from the
claims and the applicant’s arguments that the
claims are intended to be directed to:such
patentable subject matter, but the claims in
their present form cannot be allowed because
of defects in form or omission of a limitation,
the examiner should not stop with a bare ob-
jection or rejection of the claims. The exami-
ner’s action should be constructive in nature
and when possible he should offer a definite
suggestion for correction. Further, an exam-
iner’s suggestion of allowable subject matter
may justify his indicating the possible desira-
Lility of an interview to accelerate early agree-
ment on allowable claims.




“Ttis good practlce to nu
of the letter consecutive
their identification in the itur
the case. o

707.08 Rev1ewmg and Imualmg by As
_ sistant Exammer [R-24]

The full surname of the examiner who pre-
pares the Office action will, in all cases, be typed
below the action on the left side. The telephone
number below this should be called if the case
is to be ‘discussed or an interview arranged.

‘After the action is typed, the examiner who

ﬁi'osécutibn of

prepared the action reviews it for correctness.

If this examiner does not have the authority
to sign the action, he should initial above the
typed name, and forward the action to the au-
thorized signatory examiner for signing.

707.09 Signing by Primary or Gther
Autkorized Examiner [R-31]

Although only the original is signed, the word
“Examiner” and the name of the signer
should appear on the original and copies.

All letters and issues should be signed
promptly.

707.10 Entry [R-16]

The original, signed by the authorized ex-
aminer, is the copy which is placed in the file
wrapper. The character of the action, its paper
number and the date of mailing are entered in
black ink on the outside of the file wrapper

under “Contents”.
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707.13 Reuu-ned Office Acuon '

Letters are sometimes’ returned to the Office
beeause the Post Office has not been able to de-
liver them. The examiner should use every
reasonable means to ascertain the correct ad-
dress and forward the letter again, after
stamping it “remailed” with the date thereof
and redirecting it if there be any reason to
believe that the letter would reach applicant
at such new address. ‘1f the Office letter was
addressed to an attorney, a letter may be writ-
ten to the inventor or assignee informing him
of the returned letter. The. period runnin
agamst the application begins with the date o
remailing. (Ex parte Gourtoff, 1924 C.D. 153;
329 O.G. 536.)

If the Office is not finally successful in de-
livering the letter, it is placed, with the en-
velope, in the file wrapper. If the period dat-
ing from the remailing elapses with no com-
munication from applicant, the case is for-
warded to the Abandoned Files Unit.

708 Order of Examination [R-31]

Rule I01. Order of examination. (a) Applications
filed in the Patent Office and accepted as complete ap-
plications (rules 53 and 55) are assigned for examina-
tion to the respective examining groups having the
classes of inventions to which the applications relate.
Applications shall be taken up for examination by the
examiner to whom they have been assigned in the or-
der in which they have been filed except for those appli-
cations in which the Office has accepted a request
under rule 139.

Rev. 31,-Jan. 1972




Each examiner will give priority to that ap-
plication in his docket, whether amended or new,
which has the oldest’ eﬁectm! I}.S. ﬁlmg daife.
Except as rare circumstances ma ;
dlrectq ‘

houl ‘ mptly
amend the records to show the correetstatus,

with the date of correction.

The order of examination for each examiner
is to give top ‘priority’ to:those’ special cases
havmg a fixed 30 day due date, such as ex-
aminer’s answers an “decisions ‘on  motions.
Most other cases in the “special” category (for
example, reissues, interference cases, cases made
special by petition, cases ready for final con-
clusion, etc.) will continue in this category, with
the first effective U.S. filing date among ‘them
normally controlling Fnorlty

All amendments before final rejection should
be 1esponded to within 30 days of receipt.

Action on those applications in which the
Office has accepted a request under rule 139 is
suspended for the entire pendency, except for

Rev. 31, Jan. 1972

cations wil[ not be’ advnnced out of ‘tarn for examlna-
tion or for farther action exeept s provlded by these
rules, or upon ‘order of the Cammissioner to expedite
the ‘businiess of the Office; or upon a‘verified showing
which; in the opinlon ot the Gomm1ssioner, will justity
so advaneingit. LEon

(b) Apphcat:ons wherem the mventions are deemed
of peculiar xmportance to some branch of the public
service andithe head of some’ demrtment of the Gov-
ernment requests immedlate action for that reason, may

Certain procedures by'the examiners take

precedence over actions even on special cases.
For example, all papers typed and ready for

signature should be completed and mailed..

A]l issue cases returtied with a “Printer Wait-

ing” slip must be processed and returned within
the period indicated.
- Cases in which. pmctlce requlres that the
examiner act within 30 days, such as decisions
on motion (§ 1105.06) and examiner’s answers
(§1208), necessarily take priority over special
cases without specific time limits.

If an examiner has a case which he is satis-
fied is in condition for allowance, or which he
is satisfied will have to be finally rejected, he
should give such action forthwith instend of
making the case await its turn.

The following is a list of special cases ( those
which are advanced out of turn for examina-

tion) :
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applicant, an application for patent that
once been made special and advanced ‘out of
turn for examination by reason of a ruling
‘in that particular case (by the Commis-
‘Commissioner) will con-
ial throughout its entire course
clnding

(d) Cases remanded by an appella
for further action. .- .-~ - o
-{e) A case, once taken up for action by an
examiner according to its effective filing date,
should be treated as special by any examiner,
art unit or group to which it may subsequently
be transferred; exemplary situations include
new cases transferred as the result of a tele-
phone election and cases transferred as the re-
sult of a timely response to any official action.
~ (f) Applications which appear to interfere

with other applications previously considered

and found to be allowable, or which it is de-
manded shall be placed in interference with an
unexpired patent or patents (rule 201).

(g) Cases ready for allowance, or ready for
allowance except as to formal matters.

(h) Cases which are in condition for final
rejection. ~ = '

(i) Cases pending more than five years,
including those which, by relation to a prior
United States application, have an effective
pendency of more than five years. See
§ 707.02(a).

See also §§ 714.13 and 1207.

708.02 Petition to Make Special
39]

New applications ordinarily are taken up for
examination in the order of their effective
United States filing dates. Certain exceptions
are made by way of petitions to make special,
which may be granted under the conditions set
forth below.

[R-

An application may be made special .on the
ﬁrp of ive manufacture upon the
filing peti the applicant or assignee

egmﬁ nder declaration: . . = . o

1. The ton by the prospective manu-
facturer of sufficient presently available capital
(stating approximately the amount) and facili-
ties (stating briefly the nature thereof) to
manufacture the invention in 'quantity or that
sufficient - capital ‘and “facilities 'will be made
available if a patent isgranted; =

If the d:rospectwe “manufacturer is an in-
dividual, there must be a corroborating affidavit
from some responsible party, as for example,
an officer of a bank, showing. that said in-
dividual has the required available capital to
manufacture; ..o b o

- 2. That the prospective manufacturer will
not manufacture, or will not increase present
manufacture, unless certain that the patent will
be granted; =

3. That affiant obligates himself or the pro-
spective manufacturer, to manufacture the in-
vention, in the United States or its ions,
in quantity immediately upon the allowance of
claims or issuance of a patent which will protect
the investment of capital and facilities.

The attorney or agent of record in the appli-
cation (or applicant, if not represented by an
attorney or agent) must file an affidavit or
declaration to show:

1. That he has made or caused to be made a
careful and thorough search of the prior art, or
has a good knowledge of the pertinent prior art;
and -

2. That he believes all of the claims in the
application are allowable.

I1. ImNGmmNT

Subject to a requirement for a further show-
ing as may be necessitated by the facts of a
particular “case, an application may be made
special because of actual infringement (but not
for prospective infringement) upon the filing of
a petition alleging facts under oath or declara-
tion to show, or indicating why it is not possible
to show; (1) that there is an infringing device
or product actually on the market or method in
use, (2) when the device, product or method
alleged to infringe was first discovered to exist;
supplemented by an affidavit or declaration of
the applicant’s attorney or agent to show, (3)
that he has made a rigid comparison of the
alleged infringing device, product, or method
with the claims of the application, (4) that, in
his opinion, some of the claims are unquestion-
ably infringed, (5) that he has made or caused

Rev. 89, Jan. 1874




. The Patent Office will accord “special” status
to all patent applications:for inventions which
materially enhance the quality of the environ-
ment of - mankind: by contributing to the
restoration: or:maintenance of the basic life-
susltammg . patural - elements—-air, ‘water, and

All applicants desiring to participate in this
program should request that: their-applications
be aecorded . “special” :status.. Such . requests
should be written, should identify the applica-
tions by serial number and filing date, and
should be accompanied by affidavits or declara-
tions under rule 102 by the applicant or his at-
torney or agent explaining how the inventions
contribute to the restoration or maintenance of
one of these life-sustaining elements.

The Patent. Office will, on request, accord
“speeial” status to-all. patent fa;eglications for
inventions which materially contribute to (1)
the discovery or development of ~energy: re-
sources, or (2) the more efficient utilization and
conservation of energy resources. Examples of
inventions in category (1) would be develop-
ments in fossil fuels (natural gas, coal, and
petroleum), nuclear energy, solar energy, ete.
Category (2) would include inventions relating
to the reduction of energy consumption in com-
bustion systems, industrial equipment, house-
hold appliances, etc.
~ All applicants desiring to participate in this
ggogmm should request that their applications

- accorded  “special” status. Such requests

‘Rev. 89, Jan. 1974

status. (R AL i B TRR s e ]
The election may be made by applicant at the
time of filing the petition for special  status.
Should applicant fail to include an election with
the original papers or petition and the Office
determines that a requirement should be made,
the established - telephone. restriction .practice
will be followed. . - : :

" If otherwise proper, examination on. the
merits will proceed on claims drawn to the
elected invention. .
~ If applicant refuses to make an election with-
out traverse, the application will not be further
examined at that time. The petition will be
denied on the ground that the claims are not
directed to a single invention, and the applica-
tion ~will: await action in-its regular turn. =
Divisional applications directed to the non-
elected .“inventions. will not automatically be
given special status based on papers filed with
the petition in the parent case. KEach -such
application must meet on its own all require-
ments for the new special status. . .
{c) Submits a statement that a pre-examina-
tion search was made, and specifying whether °
by the inventor, attorney, a ent, professional
searchers, etc., and listing the field of search
by class and subclass, publication, Chemical
Abstracts, foréign patents, ‘ete. A’ search made
by a foreign patent office or the International
Patent Institute at The IlTague, Netherlands
satisfies this requirement. o
(d) Submits one copy each of the references
deemed most closely related to the subject mat-
ter encompassed by the claims. ,
(e} Submits a detailed discussion of the ref-
erences, which discussion points out, ‘with the




 EXAMINATION OF APPLICATIONS

particularity required by rule 111 (b} and (c),
how the claimed subject matter is distinguish-
‘able over the references.  Where applicant indi-
cates an intention of overcoming one of the
references by affidavit or declaration under rule
131, the affidavit or declaration must be sub-
mitted before the application is taken up for
action, but in no event later than one month
after request for special status. )

In those instances where the request for this
special status does not meet all the prerequisites
set forth above, applicant will be notified and
the defects in the request will be stated. The
application will remain in the status of a new
application awaiting action in its regular turn.
In those instances where a request is defective
in one or more respects, applicant will be given
one opportunity to perfect the request. If per-
fected, the request will then be granted.

Once a request has been granted, prosecution
will proceed according to the procedure set
forth below; there is no provision for “with-
drawal” from this special status.

The special examining procedure of VII (ac-
celerated examination) involves the following
procedures:

1. The new application, having been granted
special status as a result of compliance with the
requirements set out above will be taken up by
the examiner before all other categories of ap-
plications except those clearly in condition for
allowance and those with set time limits, such as
examiner’s answers, decisions on motions, etc.,
and will be given a complete first action which
will include @7/ essential matters of merit as to
all claims. The examiner’s search will be re-

88.1

708.02

stricted to the subject matter encompassed by
the claims. A first action rejection will set a
three-month shortened period for response.

2. During the three-month period for re-
sponse, applicant is encouraged to arrange for
an interview with the examiner in order to re-
solve, with finality, as many issues as possible.
In order to afford the examiner time for reflec-
tive consideration before the interview, appli-
cant or his representative should cause to be
placed in the hands of the examiner at least one
working day prior to the interview, a copy
(clearly denoted as such) of the amendment
that he proposes to file in response to the exam-
iner’s action. Such a paper will not become a
part of the file, but will form a basis for discus-
sion at the interview.

3. Subsequent to the interview, or responsive
to the examiner’s first action if no interview
was had. applicant will file his “record” re-
sponse. The response at this stage, to be proper,
must be restricted to the rejections, objections,
and requirements made. Any amendment
which would require broadening the search field
will be treated as an improper response.

4, The examiner will, within one month from
the date of receipt of applicant’s formal re-
sponse, take up the application for final dispo-
sition. This disposition will constitute either a
final action which terminates with the setting
of a three-month period for response, or a no-
tice of allowance. The examiner’s response to
any amendment submitted after final rejection
should be prompt and by way of forms PO-303
or PO-327, by passing the case to issue, or by an
examiner's answer should applicant choose to
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ver, telephomc mﬁervxews
eTe - approprmte for the
i atters Whlch

is respons ) 1y 1ng
tion and the resulting decision in the file record.

The petition, with any attached pap rs and sup-
porting affidavits, will be ilven a single paper
number and so entered in the “Contents” of the
file. The decision will be accorded a separate
paper number and similarly entered. To in-
sure entries in the “Contents” in proper order,
the clerk in the examining group will make
certain that all papers prior to a petition have
been entered and /or listed in the application file
before forwarding it for consideration of the
peﬁltlon Note §51002.02(a), (c), and (j). [R-
34

708.03 Examiner Tenders His Resig-
nation

Whenever an examiner tenders hlS resigna-
tion, the supervisory primary examiner should
see that he spends his remaining time as far as
possible in winding up. the old complicated cases
or those with involved records and getting as
many of his amended cases as possible ready for
final disposition.

If the examiner has considerable experience
in his particular art, it is also advantageous
to the Office if he indicates (in pencil) in the
file wrappers of cases in his docket, the field
of search or other pertinent data that he con-
siders appropriate.

709 Suspension of Action [R-24]

Rule 108. Suspersion of action. (a) Suspension of
action by the Office will be granted at the request of
the applicant for good and sufficient cause and for a
reasonable time specified. Only one suspension may

7 aminer ; any further sus- .

(¢} ‘Action by the examiner may be suspended by
order of the Commissioner in the case of applications
owned by the United States whenever pubhcatlon of the
invention by the granting of a patent thereon might be
detrimental to. the public-safety.or defense, at the re-
quest -of the appropriate department or agency. :
:+(d¥Action on:applications in-which the Office has
accepted & request:filed under rule 139, will be sus-
pended for:the:entire ;pendency of  these ‘applications
except for purposes relatmg to pmceedings under rule
201 (b} . L
Suspenmon of actlon (rule 103) should not
be confused with extension of time for reply
(rule 136). ' It is to be noted that a suspension
of action applies to an impending Office action
by the examiner whereas an extension of time
for reply applies to action by the applicant.

Paragraph (b) of the rule provides for a
suspensmn ‘of Office actlon by the examiner on
his own initiative, as in §§ 709.01 and 1101.01(i).
Petitions for a second or subsequent suspension
of action in patent applications under rule 103
are decided by the group director. See § 1002.-
02(e), item 11.

Paragraph (d) is used in the Defensive Pub—
lication Program described in § 711.06.

709.01 Overlapping Applications by
Same Applicant or Owned by
Same Assignee [R-34]

Examiners should not consider ex parte,
when raised by an applicant, questions which
are pending before the Office in inter partes
proceedufs involving the same applicant. (See
ex parte Jones, 1924 C.D. 59; 327 O.G. 681.)

Because of this where one of several appli-
cations of the same inventor which contain
overlapfmg claims gets into an interference
it was formerly the practice to suspend action
by the Office on the applications not in the
interference in accordance with Ex parte
McCormick, 1904 C.D. 575; 113 O.G. 2508.

However, the better practice would appear to
be to reject claims in an application related to
another application in interference over the
counts of the interference and in the event said
claims are not cancelled in the outside applica-
tion, prosecution of said application should be
suspended pending the final determination of
priority in the interference.

If, on the other hand, applicant wishes to
prosecute the outside application, and presents
good reasons in support therefor, prosecution
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Upon tailure ‘ot the applicnnt ‘to ‘prosecute’the appii
cation within six months after any action therein, of
which notice his been given or mailed to the applicant,
or within such shorter time; not less'than thirty days,
as fixed by the Commissioner in such-action, the appii-
eation' shall be regarded as abandoned by the parties
thereto, unless it be shown to the satisfaction of the
Commisioner that such delay was unavoidable. -

: 85.UB.0. 267 Tm for taking aclion in Government
mp;lwatwm otwiﬂasmmding the provxsim of sec-
tions 133 and ;l”ofthistitle,the(}ommisswmmny
extend .the time. for taking any action to three years,
when an- apphmtmn has become the. properzy of the
United States and the h»wd of .the nppropriate depart-
ment or agency.of the Government has certified to the
Commissioner. that the- inventlon disclosed . therein is
mportant to- the armament or defense of the United

States.

See Chapter 1200 for perlod for response
when appeal is taken or court review sought.

710.01 Statutory Period [R—24—]

. Rule 135. Abandonment for failure to respond swithin
tune imit. (a) If an apphcant fails to.prosecute his
applxcatlon within sxx months after the date when the
1ast official notice of any aetion by the Office was mailed
to him, or within such shorter time as may be fixed
{rule 138), the application will become abandoned.

(b) Prosecution of an application to save it from
abandonment must include such complete and proper
action as the condition of the case may reguire. The
admission of an amendment not responsive to the last
official action, or refusal to admit the same, and any
proceedings relative thereto, shall not operate to save
the application from abandonment.

{c) When action by the applicant is a bons fde
attempt to advance the case to final action, and is
substantially a complete response to the examiner’s
action, but consideration of some matter or compliance
with some requirement has been inadvertently omitted,
opportunity to explain and supply the omission may
be given before the question of abandonment is
congidered.

{d) Prompt ratification or filing of a correctiy
signed copy may be accepted in case of an unsigned
or improperly signed paper.

{See rule 7.)

The maximum statutory period for response
to an Office action is six months, 35 U.S.C. 133.

Rev. 34, Oct. 1972

_ The actual time. kon for response is com-
puted: from the date stamped ' on -the Office
action to the date of receipt by the Office of
a phca.nts - No..cognizance is taken
fractions. of 2 day ‘and applicant’s response
is due on the corresponding day of the month
six months or any lesser number of ' months
specified: after the Office action. . .

Response to an Office action with a 3 month
shortened sta@xfor{ period, dated November 30
is due on the following February 28 (or 29
Ieap year), while a response to an
e action dated February 28'is due on May

:nd not on the last day of May. Ex pa,rte
Messwk 1930 C.D. 6; 400 OG;‘ 3.

The date of receipt of a res] nse to an Office
action is given by the “Office date” stamp
which appears on the respondmg paper.

In some cases the examiner’s letter does not
determine the beginning of a statutory re-
sponse permd In all cases where the statutory
response period runs from the date of a previ-
ous action, a statement to that effect should be
included.

710.02

‘Shortened Statutory Period
and Time Limit Actions
[R-24]

Eztract from Rule 136. Time less than siz months.
(a) An app].ieant may be required to prosecute his
apphcatlon in a shorter time than six months but not
less than thirty days, whenever such shorter time is
deemed necessary or expedient. Unless the applicant is
notified in writing that response is required in less than
six months, the maximum period of six months is
allowed. ‘ '

Under rule 136 (35 U.S.C. 133) an appli-
cant may be required to respond in a shorter
period than six months, not less than 30 days,
whenever it is deemed “necessary or expendi-
ent”. Some conditions deemed “necessary or
expedient” are listed in § 710.02(b).

In other situations, for example, the rejection
of a copied patent claim, the examiner may
require applicant to respond on or before a
specified date. These are known as time limit
actions and are established under authority of

35 U.8.C. 6. Some situations in which time
limits are set are noted in § 710.02(c). The
time limit requirement should be typed in
capital letters where required.

An indication of a shortened time for reply
should appear prominently on the first page




133 ‘the. Commlssloner ha.s dsrected the exam-
iners to set.a shortened: period for response to
every action. The length of the shortened stat-
utory. period to be used depends on the type
of response required. .Some. specific cases of
shortened statutory penod for response to ‘be
given are: i

THIRTY DAYS

mrement for restriction or
election of species—no claum L
. re]ected P S §§ 809.02(a)
e ik and 817
' “Two Mom -
- Winning party in termmated
~ interference to reply to unan-
- swered Office action_________ § 1109.01
Where, after the termination of an inter-
ference proceeding, the application of the
winning party contains an unanswered Office
action, final rejection or any other action, the
primary examiner notifies the applicant of
this fact. In this case response to the Office
action is required within a shortened statutory
gemod running from the date of such notice.
ee Ex parte Peterson, 1941 C.D. 8; 525 O.G. 3.

Ex parte Quayle_________________ § 714.14
When an application is in condition for
allowance, except as to matters of form, such
as correction of drawings or ification, a
new oath, etc., the case will sg:,c considered
special and prompt action taken to require cor-

rection of formal matters. Such action should:

include an indication on first page form letter
POL-326 that prosecution on the merits is
closed in accordance with the decision in Ez

parte Quayle, 1935 C.D. 11; 453 O.G. 213. A
two month shortened statutorv period for re-
sponse should be set.

Multiplicity rejection—no other
rejection __________________ § 706.03(1)
A new ground of rejection in an
examiner’s answer on appeal_ § 1208.01
THREE MoNTHS
To respond to any Office action on the merits.
PEr10oD FOR RESPONSE RESTARTED
Incorrect citation by examiner—

regardless of time remaining in
original period-__.__________ § 710.06

specmf “ rarely occurr
A shortened stat

uations in Wluch Used
[R-32] -

“As stated in §71002 35 USC 6 provxdes
authorlty for the Commissioner to establish
rules and regulations for the conduct of pro-
ceedings in the Patent Office.. Among - the
rules are certain situations in which the exam-
iner sets a time limit within which some.
fied ‘acti y applicant.
sitiiations in which'a time lm‘ﬁt 1S set are:

(a) ‘A portion of rule 203(b) provides that
in suggesting claims for interference: )

The parties to whom the claims are suggested wlll be
requi“ed to make those claims (i. e, present the sug-
gested claxms in their applicahons by amendment)
within a specified time, not less than 30 days. in order
that an interference may be declared.

See §1101.01 (m). -
(b) Rule 206(b) provides:

Rule 206‘(b); Where the examiner is of the opinion
that none of the claims can be made, he shall reject the
copied: claims stating in his action why the applicant
cannot make the claims and set a time limit, not less
than. 30 days, for reply. If, after response by the
applicant, the rejection is made final, a similar time
limit shall be set for appeal. Failure to respond or
appeal, as the case may be, within the time fixed will,
in the absence of a satisfactory showing, be deemed a
disclaimer of the invention claimed.

See § 1101. O2(f?

(¢) When applicant’s action is not fully re-
responsive to tlll)e Office action, the examiner
may give applicant one ‘month or the remainder
of the period for response, whichever is longer,
to complete his response. See rule 135(c)
which reads as follows

Rule 135(0) When actlon by the applicant is a
bona fide attempt to advance the case to final action,
and is substantially a complete response to the exam-
iner’s action, but consideration of some matter or com-
pliance with some requirement has been inadvertently
omitted, opportunity to explain and supply the omis-
sion may be given before the question of abandonment
is considered.

See § 714.03.
(d) In applications filed on or after October
25, 1965, applicant is given one month or the
remamder of the period for response, which-
ever is longer, to remit any additional fees re-
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@)

signed amendment, applicant

(f) Where an applicatibn“isfotherw:ise allow-
able but contains a traverse of a requirement to
restrict, one month is given to cancel claims to

time limit (from the suggestion of claims or the
rejection of copied patent claims) is loss of the
subject matter involved on the doctrine of dis-

claimer. A rejection on the ground of dis-
claimer is appealable. On the other hand, a
complete failure to respond within the set stat-
utory period results in abandonment of the
entire application. ' This is not appealable, but
a petition to revive may be granted if the delay
was unavoidable. Further, where applicant re-
sponds a day or two after the time limit, this
may be excused by the examiner if satisfac-
torily explained; but a response one day late
in a case carrving a shortened statutory period
under rule 136, no matter what the excuse,
results in abandonment ; however, if asked for
in advance extension of the period may be
granted by the examiner, provided the exten-
sion does not go beyond the six months’ period
from the date of the Office action. See also
§ 1101.02(f).

710.02(e) Extension of Time [R-
32]

Egztract from Rule 136.  (b) The time for reply, when
a time less than six months has been set, will be ex-
tended only for good and sufficient cause, and for a
reagonable time specified. Any request for such ex-
tension must be filed on or before the day on which
action by the applicant is due, but in no case will the
mere filing of the request effect any extension. Only
one extension may he granted by the primary examiner
in his discretion; any further extension must be ap-
proved by the Commissioner. In no case can any ex-
tension carry the date on which response te an action

Rev. 34, Oct. 1972

Iy ¢ hat neither
xaminer mnor the Commissioner
to extend the shortened

est for the extension
on or before the day on which applicant’s re-
sponse is due. While the shortened period may
be extended within the limits of the statutory
six months’ period, no extension can operate to
extend the time beyond the six months.”

' Compare, however, rule 135(¢) ‘and §714.03.

‘“Any request under rule 136(b) for extension

of time for reply to'an Office action must state a

reason in’ support thereof; under the present
~ ‘policy the application of the rule will entail

only a limited evaluation of the stated reason.
This liberality will not apply to

(1) any requests for more than one-month
O P SRR

" tension of tim

second and subsequent requests for ex-
e to reply to a particular
Office action. = =~ ,

All first requests for extension of time to an
Office .action are decided by the primary ex-
aminer for any period of time up to the maxi-
mum six month period. All requests subse-
quent to the first request for extension of time
to respond to a particular Office action are for-
warded to the group director for action. For
an extension of time to file an appeal brief see

1206. ' ' '

5 If a request for extension of time is filed in
duplicate and accompanied by a stamped re-
turn-addressed envelope, the Office will indicate
the action taken on the duplicate and return it
promstly in the envelope. Utilization of this
procedure is optional on the part of applicant.

In this procedure, the action taken on the
request should be noted on the original and on
the copy which is to be returned. - The notation
on the original, which becomes a part of the
file record, should be signed by the person
granting or .denying the extension, and the
name and title of that person should also ap-
pear in the notation on the copy which is re-
turned to the person requesting the extension.

When the request is granted, no further ac-
tion is necessary; when it is denied, a formal
letter of denial, giving the reason for denial,
should be forwarded promptly after the mail-
ing of the duplicate. ‘

If the request for extension of time is granted,
the time extended is added to the last calendar
day of the original period, as opposed to being
added to the day it would have been duc when
said last day is a Saturday, Sunday or holiday.

Request for extension of time may be made by
hand delivery of a duplicate copy of a request
which has been filed. Prompt consideration is

90.2




PARTS, FORM AND CONTEM OF APPLICATION

given and the action taken communicated to
applicant at the earliest practicable time; if an
attorney’s copy as well as the duplicate copy is
submitted, it 1s sufficient to merely indicate on
both copies that the extension wiﬁ be granted
if the request is timely filed.

For purposes of convenience, a request for
an extension of time may be personally de-
livered and left with the examiner to become
an official paper in the file without routing
through the mail room. The examiner who ac-
cepts the request for an extension of time will
have it date stamped with the group stamp.

If the request for extension is not presented
in duplicate, the applicant should be advised
promptly by way of form letter POL-327 re-

arding action taken on the request so that the
le record will be complete.

Fixar Resecrion—TiME For RESPONSE

The filing of a timely first response to a final
rejection having a shortened statutory period for
response is construed as including a request to
extend the shortened statutory period an addi-

90.3

710.04

tional month, even if previous extensions have
been granted, but in no case to exceed six months
from the date of the final action.

During the additional month no applicant or
attorney initiated interview is permitted. Since
a timely first response to a final rejection is
construed as including a request for an exten-
sion of time, any subsequent request for an
extension of time is considered to be a second
request and must be submitted to the group
director.

An object of this practice is to obviate the
necessity for appeal or filing a continuing case
merely to gain time to consider the examiner’s
position in reply to an amendment timely filed
after final rejection. Failure to file a response
during the shortened statutory period results
in abandonment of the application.

710.04 Two Periods Running [R-
24]

There sometimes arises a situation where two
different periods for response are running
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st mead . '3 Is on a Saﬁurday, : th_e
‘preceding day, Friday, is considered to be a holi-
day within the District of Columbia and the

business on that day (5 U.S.C. 6103). Accord-
ingly, any action or fee due on such a holiday
Friday or Saturday is to be considered timely
if the action is taken, or the fee paid, on the next

Office_ action on the claims other than the
copied patent claims is the controlling date of
the statutory period. (Ex parte Milton, 164
Ms. D. 1, 63 USPQ 132 and Ex parte Nelson,
164 Ms. D. 361, 26 J.P.O.S. 564.) See also
§1101.02(f). o
710.05 Period Ending on Saturday,
- Sunday or Holiday = [R-45]
35 U.8.C. 21. Day for taking action falling on Satur-

day, Sunday, or holiday. When the day, or the last
day, for taking any action or paying any fee in the

~p= United States Patent and Trademark Office falls on

Saturday, Sunday, or a holiday within the District
of Columbia, the action may be taken, or the fee paid,
on the next succeeding secular or business day. e

Rule 7. Times for taking action; expiration on Satur-
day, Sunday. or haliday. Whenever periods of time
are specified in these rules in days, calendar days are
intended. When the day, or the last day, fixed by stat-
ate or by or under these Tules for taking any action or

=p» paying any fee in the Patent and Trademark Office falls

on Saturday, Sunday, or on a holiday within the Dis-
trict of Columbia, the action may be taken, or the fee
paid, on the next succeeding day which is not a Satur-
day, Sunday, or a holiday. See rule 304 for time for
appeal or for commencing civil action.

As of January 1, 1971, the holidays in the
District of Columbia are: New Year’s Day,
January 1; Washington’s Birthday, the third
Monday in February: Memorial Day, the last
Monday in May; Independence Day, July 4;
Labor Day, the first Monday in September;
Columbus Day, the second Monday in October;
Veterans' Day, the fourth Monday in October;
Thanksgiving Day, the fourth Thursday in
November; Christmas Day, December 25; In-

succeeding day which is not a Saturday, Sun-
dayoraholiday. ey
" When an amendme! filed a day or two
er th of the period fixed by
taken' to ascertain
it period was Satur-

day, Sunday or a holiday in the District of -

‘Columbia, and' if so, whether the amendment

was filed or the fee paid on the next succeed-
ing day which is not a Saturday, Sunday or a...

day which was due ‘on Saturday, Sunday or a
holiday ‘is ‘endorsed on the file wrapper with
the date of receipt. The Saturday, Sunday
and/or holiday is also indicated. :

710.06 Misccllaneous Factors Deter-
mining Date [R-26]

Where the citation of a reference is incorrect
and this error is called to the attention of the
Office before the expiration of the period for
response, a new period for response starts from
the date of the Office letter giving the correct
citation and forwarding the correct copy. The
previous period is restarted régardless of the
time remaining. See § 707.05(g) for the manner
of correcting the record where there has been
an erroneous citation.

Where for any reason it becomes necessary
to remail any action (§707.13), the action
should be correspondingly redated, as it is the
re-mailing date that establishes the beginning
of the period for response. Ezx parte Gourtoff,
1924 C.D. 153: 329 0.G.536.

A supplementary action after a rejection ex-

laining the references more explicitly or giv-
ing the reasons more fully, even though no
further references are cited, establishes a new
date from which the statutory period runs.

1f for any other reason an Office action is
defective in some matter necessary for a proper
response, applicant’s time to respond begins
with the date of correction of such defect.

711 Abandonment [R-45]

Rule 135. Abandonment for failure to respond within
time limit. (a) If an applicant fails to prosecute his

Rev. 45, July 1975

Patent and Trademark Office will be closed for <=

“An amendment received on such succeeding



f"'abandonmmt mnst include sncb mmplete and proper
‘actlon as the conditlon of the .case may reqmre The
+ -ndmisston of an. amendment not. responsive to the: last

official action. or refusal to admit the same, and any ,

proceedings relative thereto. shall not eperate to save
the application from abandonment o

= (¢) 'When action by the appllcnnt isa. bona ﬂde at—
tempt to advance the case to final action, and is sub-
stantially a complete response to the exnmlner s action,
but: considerntion ‘of some :matter or . compl(ance with
some requirement lms been Inndvertently omitted, op-
portunity to explain. and supply. the omi&lon may. be
given before the qnestion ‘of nbandonment is con<|dered

(d): Prompt ratification or filing of 2 correctly signed
copy may be accepted in. case.of 'an unsigned or im-

properly signed paper. . ( See rule7.).. ,
«, ;Rule 188.. Express. abandor.mmt An nppllcation mny

be expressly abandoned by ﬁlmg in the Patent and
L’Trademark Office a written -declaration . of abandon-

ment signed by the applicant hlmself and the assignee
of record, if-any, and identifying the apphcation Ex-
cept a8 provided in Rule 262 an application may also
be expressly abandoned by filing a written declara-
tion of abandonment signed by the attormey or agent
of record. Express abandonment of the application may
not be recognized by the Office unless it is actually re-
ceived by appropriate officials in tlme to act thereon
before the date of issue.

Abandonment may be either of the invention
or of an application. This discussion is con-
cerned with abandonment of the application
for patent.

An abandoned application, in accordance
with rules 135 and 138, is one which is re-
moved from the Office docket of pending cases
through:

1. formal abandonment

a. by the applicant, himself (acquiesced in

bv the assignee if there be one), or
b. by the attorney or agent of record (in-
cluding an associate attorney or agent ap-
pointed by the principal attorney or agent
and whose power is of record but not includ-

ing a registered attorney or agent acting in a

representative capacity under rule 34(a)) ; or

2. failure of applicant to take appropriate
action within a specified time at sowne stage in
the prosecution of the case.

Where an applicant, himself, formally aban-
dons an application and there is a corporate as-
signee, the acquiescence must be made through
an officer whose official position is indicated.

See §712 for abandonment for failure
to pay issue fee.

Rev. 45, July 1975

‘t,he wgnee of record and:the

, fat(;orney or. t of record, if any, can sign an
_ express. a.bu:ﬁw St

_attorney or agent of record exercise every pre-

_caution in ascertaining that the abandonment of
the application is in accordance with the desires

onment. It is lmperatzve that the

and best interests of the applicant prior to sign-
ing a declaration of express abandonment of a
patent application. Moreover, special care
should be taken to insure that the appropriate
application is correctly identified in the Ietter
of abandonment.
A ‘declaration of abandonment proper]y
ed ‘becomes effective when ‘an appropriate
cial of the Office takes action of recognition

'of the declaration. When so recognized, the date

of abandonment may be the date of recognition
or a different date if so specified in the declara-
tion itself. For example, where a continuing ap-
plication is filed with a request to abandon the
prior application as of the filing date accorded
the continuing application, the date of the
abandonment of the prior application will be
in - accordance with  the request once it is
recognized.

Action in recognition of an express abandon-
ment may take the form of an acknowledgment

by the examiner or the Patent Issue Division of -

the receipt of the express abandonment, indicat-
ing ‘that it is in compliance with rule 138.
Alternatively, recognition may be no more than
the transfer of drawings to a new application

pursuant to instructions which include a request

to abandon the application containing the draw-
ings to be transferred (see rule 60 and § 608.
02(i)).

It is suggested that divisional applications
being submitted under rule 60 be reviewed be-
fore filing to ascertain whether the prior ap-
plication should be abandoned. Care should be
exercised in sitautions such as these as the Office

liberation, intentionally performed.

-

looks on express abandonments as acts of de- .
-l

Applications may be expressly abandoned
as provided for in rule 188. When a letter
expressly abandoning an application (not in
issue) is received, the examiner should acknowl-
edge receipt thereof indicate whether it does or
does not comply with the requirements of rule
138.

If it does comply, the examiner should re-
sgond by using form POL-327 and by checking

e appropriate boxes which indicate that the
letter is in compliance with rule 138 and that
the application is being forwarded to the
Abandoned Files Unit. The examiner’s signa-




: EXAMINATION OF APPLICATIONS

ture may appear at the bottom of the form. If

such a letter does not comply with the require-
ments of rule 138, a fully explanatory letter
should be sent.

In view of the doctrine set forth in Ex parte
Lasscell, 1884 C.D. 66; 29 O.G. 861, an amend-
ment canceling all of the claims, even though
said amendment is signed by the applicant
himself and the assignee, is not an express
abandonment. Such an amendment is re-
garded as non-responsive and should not be
entered, and applicant should be notified as
explained in §§714.03 to 714.05. But see
§ 608.02(i) for situation where application is
abandoned along with transfer of drawings to
a new application.

An attorney or agent not of record in an ap-
plication may file a withdrawal of an appeal
under rule 34 (a) except in those instances where
such withdrawal would result in abandonment
of the application. In such instances the with-
drawal of appeal is in fact an express abandon-
ment and does not comply with rule 138.

An express abandonment signed with a firm
name is properly acceptable only if the power
of attorney naming the firm was filed prior to
July 2, 1971 and has not been revoked.

92.1

711.02

A¥FTER NOTICE OF ALLOWANCE

Letters of abandonment of allowed applica-
tions are acknowledged by the Patent Issue
Division.

Rule 313 provides that an allowed applica-
tion will not be withdrawn from issue except by
approval of the Commissioner, and that after
the first portion of the issue fee has been paid
and the patent to be issued has received its date
and number, it will not be withdrawn for any
reason except mistake on the part of the Office,
or because of fraud or illegality in the applica-
tion, or for interference. In cases where the
second paragraph of rule 313 precludes giving
effect to an express abandonment, the appropri-
ate remedy is a petition under rule 183, show-
ing an extraordinary situation where justice re-
quires suspension of rule 313.

The Defensive Publication Program is set
forth in § 711.06.

711.02 Failure To Take Required Ac-
tion During Statutory Period
[R—20]

Rule 135 specifies that an application be-
comes abandoned if applicant “fails to prose-
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er action, as the condi-

twn of the case may mqmre” Wlthm the statu-
‘period (rule 135).
bandonment by ent;re fallure to respond
prasents no problems.

- Nor is there ordmanly any partlcular diffi-
culty when an amendment reaches the Office
{not the group) after the expiration of the
. statutory period.: The case is. abandoned -and

the remedy is to petition to revive it. The ex-
aminer should notify the applicant or attorney
at once that the application has been aban-
~doned by using form letter POL-327. The

proper boxes on the form should be checked
- and the blanks for the dates of the pm{vosed

amendment and the Office action completed.
The late amendment is endorsed on the file
wrapper but not fermally entered. (See
8714.17.)

To pass on questmns of abandonment it is
essential that the examiner know the dates
that mark the beginning and end of the statu-
tory period under varying situations. Appli-
cant’s response must reach the Office within the
set statutory period for reply dating from the
date stamped on the Office letter. See §§ 710
to 710.06.)

711.02(a) Insufficiency of Response
[R-35]

Abandonment may result from a situation
where applicant’s reply is within the period for
nse but is not fulf responsive to the Office
action. But see § 7T10. OQ(c), par. (¢). Seealso
88 714.02 to 714.04.

711.02(b) Special Situations Involv-
ing Abandonment [R-45]

‘ The following situations involving questions
of abandonment often arise, and should be spe-

cially noted:
1. Copyving claims from a patent when not
—suggested by the Patent and Trademark Office
does not constitute a response to the last Office
action and will not save the case from abandon-
ment, unless the last Office action relied solely
on the patent for the rejection of all the claims
rejected in that action.
2. A case may become abandoned through
withdrawal of, or failure to prosecute, an ap-
peal to the Board of Appeals. See §§ 1215.01 to

. 1215.04.
93

civil action, wher

- C. C P.A. Rule 25. See §§ 1215.05 and 1216.01.

such dismissal an amendm ‘puttmg the case
in condition for issue or fully responsive to the
Board’s decision. Abandonment results from
failure to perfect an appeal as required by

4. Where claims are suggested for interfer-
ence near the end of the period for response
running. agalnst the case, see § 1101.01(n).

5. When drawings are transferred under
ruleBS See § 608 02(1) :

711 02 (c) Termmauon of Proceed-
‘ings [R-23]

~“Termination of proceedmgs is an expres-
sion found in 35 U.S.C. 120. ' As there stated,
a second appl]catlon is considered to be co-
pending with an earlier case if it is filed before
(a) the patentmg, (b) the abandonment of, or
(c) other termination of proceedings in the
earlier case. “Before” has consistently been
interpreted, in this context, to mean “not later
than”.

In each of the fol]owmo situations, proceed-
ings are terminated:

1. When the issue fee is not paid and the ap-
plication is abandoned for failure to pay the
issue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were abandoned on that date
(but if the issue fee is later accepted, on petition,
the application is in a sense revived). See § 712.

2. 1f an application is in interference involv-
ing all the claims present in the application as
counts and the application loses the interfer-
ence as to all the claims, then proceedings on
that application are terminated as of the date
appeal or review by civil action was due if no
appeal or civil action was filed.

3. Proceedings are terminated in an applica-
tion after decision by the Board of Appeals
as explained in § 1214.06.

4. Proceedings are terminated after a deci-
sion by the court as explained in §§ 1215.05 and
1216.01.

711.03 Reconsideration of Holding of
Abandonment; Revival

When advised of the abandonment of his
application, applicant may either ask for recon-
sideration of such holding, if he disagrees with
it on the basis that there is no abandonment in
fact ; or petition for revival under rule 137.
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' 'While the primary examiner has no authority
to act upon an application in which no action by
applicant was taken during the period for re-
sponse, he may reverse his holding as to whether
or not an amendment received during such
period was responsive and act on a case of such
character which he has previously held aban-
doned. This is not a revival of an abandoned ap-
plication but merely a holding that the case was
never abandoned. See also § 714.03.

711.03(b) Holding Based on Failure
S et To Respond Within Period
[R45]

When .an amendment‘, i'eaches the Patent

=»and Trademark Office (not the examining

group) after the expiration of the period for
response and there is no dispute as to the dates
involved, no question of reconsideration of a
holding of abandonment can be presented.

However, the examiner and the applicant
may disagrec as to the date on which the period
for response commenced to run or euds. In this
situation, as in the situation involving suffi-
ciency of response, the applicant may take issne
with the examiner and point out to him that
his holding was errorieous.

711.03(e) Petitions Relaling to Aban-
donment [R-45]

Rule 137. Revival of abandoned application. An ap-
plication abandoned for failure to prosecute may be
revived as a pending application if it is shown to the
satisfaction of the Commissioner that the delay was
unavoidable. A petition to revive an abandoned ap-
plication must be accompaniéll by a verified showing
of the causes of the delay, by the proposed response
unless it has been previously filed, and by the petition
fee.

A decision on a petition to revive an aban-
doned application is based solely on whether a
satisfactory showing has been made that the
delay was unavoidable (33 U.S.C. 133). A peti-
tion to revive is not considered unless the peti-
tion fee and a proposed response to the last
Office action has been received (rule 137).
While a response to a non-final action may be
either an argument or an amendment under
rule 111, a response to a final action “must in-
clude cancellation of, or appeal from the rejec-
tion of, each claim so rejected” under rule 113.

Rev. 45, July 1975

~ Applicant may deny that his response was
- incomplete. S e e

tion had be

‘cancels all the reje
facie places the application in condition for

CEDURE

rdingly, in any case whero a final rejec-

must be either an appeal or an amendment that
d claims or otherwise prima

allowance. When a notice of appeal is the ap-

- propriate response accompanying a petition to

94

revive, the brief required by rule 192 is due
within two months from the date the petition to
revive is granted. In those situations. where
abandonment occurred because of the failure to
file an appeal brief, the proposed response, re-
quired for consideration of a petition to revive,
;nust include & brief accompanied by the proper
- The granting of a petition to revive does not
serve in any way as a determination-that the
proposed response to the Office action is com-
pletely responsive. Revived applications are
forwarded to the examiner to determine the
completeness of the proposed response. Such
applications must be taken up Special. If the
examiner determines that the response is com-
plete, he should promptly take the case up for
action. If the proposed response is not a com-
plete response to the last Office action, the ex-
aminer should write a letter to the applicant
informing him of the specific defects in his
response and set a one-month time limit for
applicant to complete his response. If the appli-
cant does not complete his response within the
one-month limit, the application is again
abandoned.

A petition to revive an abandoned applica-
tion should not be confused with a petition
from an examiner’s holding of abandonment.
Abandonment may result not only from insuffi-
ciency of response but also from entire failure
to respond, within the statutory period follow-
ing an Office action. ,

Where the holding of abandonment is predi-
cated on the insufficiency of the response, or
disagreement as to controlling dates the peti-
tion from such holding comes under rule 181
and does not require a fee.

Where the applicant acquiesces in the hold-
ing of abandonment, or where the petition
from such holding is denied, applicant’s only
recourse, so far as concerns the particular case
involved, is by petition to revive.

See § 712 for a petition for late payment of the
issue fee.

NoriricatioN ofF CHANGE OF ADDRESS -

Applications have become abandoned as a
consequence of a change of correspondence ad-
dress therein, where an Office action is mailed
to the old, uncorrected address and fails to reach
the addressee sufficiently early to permit him to

. n made, the proposed response re-
_quired for consideration of a petition to revive




tion in each concerne on

of address. In such instances, the
the cause of unavoidable dela j
adequate showing that a timely notification of
the change of address was filed in the applica-
tion concerned, and in a manner reasonably cal-
culated to call attention to the fact that it was
a notification of a change of address. The mere
inclusion, in a paper filed in an application for
another purpose, of an address differing from
the previously provided corr ence address,
without mention of the fact that an address
change was being made, ordinarily will not be
considered sufficient notification of a change of
address. If no such notification was filed, or was
filed belatedly, the showing must inciude an ade-
quate explanation of that failure or delay. A
showing that notification was made on a paper
filed in the Patent and Trademark Office list-
ing plural applications as being affected will not
be considered to constitute a proper notification.

- include an

OrFrice Action—TiyMELY REsPoNsE

Ly The Patent and Trademark Office has been
receiving an excessively large volume of peti-
tions to revive based primarily on the late filing
of amendments and other responses to official
actions. Many of these petitions indicate that
the late filing was due to unusual mail delays;
however, the records generally show that the
filing was only two or three days late.

In order to alleviate, for applicants and the
Office, the problems and expenditures of time
and effort occasioned by abandonments and peti-
tions to revive, it is suggested that responses to

™ official action be mailed to the Patent and Trade-

‘_»mark Office at least one, and preferably two,
weeli(s) prior to the expiration of the period
within which a response is required. This sug-

estion is made in the interest of improving ef-
cency, thereby providing better service to the
public.

Conprrioxar PeriTion To Revive

Since applications that become abandoned un-
intentionally present burdens to both the Patent

= and Trademark Office and the applicant. a sim-
plified procedure has been devised to alleviate
these burdens when the abandonment results
from a delay in the mails. This procedure pro-
vides for an automatic petition to revive or peti-
tion to accept the delayed payment of issue fee.

It is suggested that when a communication,
complying with the circumstances enumerated

- below, is mailed to the Patent and Trademark

94.1

711.03(¢) |

)ffice a conditional petition be attached to the
communication. e S e

If the communication is received in the Pat-
ent and Trademark Office after the due date and «=—
the application becomes abandoned, the condi-
tional petition will become effective, subject to
the following requirements. The petition must
include (1) an authorization to charge a deposit
account for any required fees, including the peti-
tion fee (35 U.S.C. 41(a)7), and (2) an oath
or declaration signed by the person mailing the
communication and also signed by the applicant
or his registered attorney or agent. The word- -
ing of the petition is dependent on the type of
mail service used to forward the communication.

(1) If first class or air mail service is used,
the oath or declaration must state that the com- o3
munication and petition were either placed In
the United States mail as first class or air mail,
or placed in the mail cutside the United States
as air mail. Since mail handled in this manner
may reasonably be expected to reach the Patent
and Trademark Office within three days of .
posting, any mail delays beyond such time will
be considered to constitute unavoidable delay =
and sufficient cause to grant a petition to revive
(35 U.S.C. 133) or a petition to accept delayed
payment of an issue fee (35 U.S.C. 151). For
example, if a response was due in the Patent
and Trademark Office on June 10, 1974, the «—
communication and conditional petition must
be posted no later than June 6, 1974 in order
for the conditional petition to be effective.
June 7, 1974 is not “more than three calendar
days prior to the due date” which is June 10,
1974,
(2) TIf the “Post Office to Addressee” express 1
mail service (see § 502) is used, the oath or de-
claration must state that the communication and
petition were deposited at an Express Mail win-
dow no later than 5:00 p.m. on a day which is at
least the day preceding the due date, aud were
requested to be mailed via the “Post Office to
Agdressee” Express Mail Service. Since mail
handled in this manner may reasonably be ex-
pected to reach the Patent and Trademark Of-
fice no later than 8:00 p.m. of the next workday
following its deposit before 5:00 p.m. at any
postal facility in the United States with an Ex-
press Mail window, any mail delays beyond such
time will be considered to constitute unavoid-
able delay to grant a petition to revive (85
U.S.C. 133) or a petition to accept delayed pay-
ment of an issue fee (35 U.S.C. 151). -

The circumstances under which this procedure
may be used are those where the communication,
if timely filed, (1) would be a proper and com-
plete response to an action or request by the
Patent and Trademark Office, and (2) would -
stop a period for response from continuing to
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cordingly, this proce

,jproi)rmte for:

8 Anotlceofe. peala.ndrequlsltefee. '
4 fAn appea.l brll)ef in tnphcate, and requlslte
. fee ;
5. Abaselssuefee. o,
- 6. A balance of issue fee. e
- Categories 14 | would mclude a condltlonal
- petition to revive. Categorles 5 and 6 would in-

clude a conditional petition to accept the de- -

layed payment of the issue fee. The boxes on

_ the below suggested format should be checked
- accordingly. : S

Examples for whi h thls procedure would not

- be appropriate and will not apply include the

- following of communications when they

*&A)rgi forwarded to the Patent and Trademark

ce. ,

1. Application papers. -
2. A response to a ﬁnal Oﬂice action other

“than that mdlcated in categoma; 2 and 3,
above.

3. Extensions of time. -

‘4. Petitions for delayed payment of either the
issue ‘fee or balance of issue fee.

5. Amendmentsunder rule 312.

6. Priority documents.

Normal petition practices are not affected in
those situations where this procedure is either
not elected or appropriate.

- A suggested format for the conditional peti-
tion where the communication and petition are
placed in the United States mail as first class
or air mail, or placed in the mail outside the

Le- United States as air mail is shown below :

Applicant(8) <o [0 Petition to re-
vive

Serial No.._ o __. [0 Petition to ac-
cept de-

DateFiled . __ layed pay-
ment of is-

FoOr e e e sue fee

I hereby certify that the attached communication
is being deposited in

[ the United States mail as first class or air mail
[J the mail outside the United States as air mail
in an envelope addressed to: Commissioner of Patents,

—3=and Trademarks Washington, D.C. 20231, on___.._ ..
, which date is more than three (3) calendar

(Name of
Individual)

The petitlon fee teqmred by a5 U S C 41(8.) [ is au-
thorized to:be eharged to Deposit Account No. oo
in the name of

The: undersigﬂed &edare further that alf statements
made herein-are. true, based upon ‘the best available
information ; and further, that these statements were
made with the knowledge that willful false statements
and the like so made are punishable by fine or impris-
onment, or both, ‘under Section 1001 of Title 18 of the

“DUnited ‘States Code, &nd -that such willful false state-

ments may jeopardize the vahdlty tf the apphcahon or
any patent issuing. mereon ; :

Date -

(Signature of appheant or signa-
fure and registration number of
Beg-lstered Representative)

And:

Date

(Slgnature of person mallmg 11!
other than the above)

A suggested format for the conditional peti- 7

tion where the eomraunication and petition are
placed in the United States “Post Office to Ad-
dressee” express mail, is shown below:

Applicant (s) [] Petition to
Serial No. revive
Date Filed ] Petition to
Title —— accept de-
layed pay-
ment of
issue fee

I hereby certify that the attached communieation is
being deposited at an express mail window in a United
States Postal Service facility and intended ‘it to be
mailed using the Postzl Serviee's “Post Office to -Ad-
dréssee” express mail service in an envelope addressed
to: Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, prior to5:00pm.on _______._______
which date is at least the day preceding the due date,
at . B o e

(location) (Name of individaal)

In the event that such communication is not timely
filed in the Patent and Trademark Office, it is requested
that this paper be treated as a petition and that the:

[J detay in prosecution be held unavoidable—38

U.8.C. 133.

[ delayed payment of the fee be accepted—335 U.S.C.
151,
The petition fee reguired by 35 U.S.C. 41(a) 7 is au-
thorized to be charged to Deposit Account No. __..____
in the name of o o e

The undersigned declare further that all statements
made herein are true, based upon the best available
information ; and further, that these statements were
made with the knowledge that willful false statements
and the like so made are punishable by fine or impris-
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onment, or both, under Section 1001 of Title 18 of the

United States Code, and that such willful false state-
ments may jeopardize the validity of the application or
auy patent issuing thereon, . . :

Date S

(Sigmature of applicant or signa-
ture and registration number of
Registered ‘Bepresentative)

: And

Date ____._____._ ___ '
(Signature of person mailing, if
other than the above)

The procedure for handling applications be-
coming abandoned due to late filing of a com-
munication having a conditional petition at-
tached thereto is as follows: =

1. Forward the papers and the application file
wrapper to the Office of the Deputy Assistant
Commissioner for Patents, Room 4-11E14.

2. Do not mail a form POL-327 or forward
the file wrapper to the Abandoned File Unit.

3. In the event that the application is revived,
the file wrapper will be returned to the forward-
ing group for further action.

711.03(d) Examiner’s Statement on
Petition To Set Aside Ex-
aminer’s Holding [R-23]

Rule 181 states that the examiner “may be
directed by the Commissioner to furnish a
written statement within a specified time set-
ting forth the reasons for his decision upon the
matters averred in the petition, supplying a
copy thereof to the petitioner”. Often, how-
ever, the question is passed upon without a
statement being requested, if the issue raised
is clear from the record. Unless requested,
such a statement should not be prepared. See
§ 1002.01.

711.04 Disposition of Abandoned Ap-
plications [R-23]

BEztract from Rule 1}. Abandoned applications may
be destroyed after twenty years from their filing date,
except those to which particular attention has been
called and which have been marked for preservation.
Abandoned applications will not be returned.

As explained in § 1302.07, a retention label is
used to indicate applications not to be de-
stroyed.

711.04(a) Pulling and Forwarding
[R-23]

The files and drawings of abandoned applica-
tions are pulled and forwarded to the Xhan-
doned Files Unit on a bi-weekly basis in ac-
cordance with the chart in Section 505.E (1) of
the Manual of Clerical Procedure.

94.3

* APPLICATIONS

¢ 711.06

~ They should be carefully scrutinized by the
appropriate examiner to verify that they are
actually shandoned. A check should be made
of files containing a decision of the Board of
Appeals for the presence of allowed claims to

avold their being erroneously sent to the Aban-
doned Files Unit.

711.04(b) Ordering Abandoned Files
[R-37]

Abandoned files may be ordered by examiners
by sending (through the messenger service) a
completed Form PO-125 to the Abandoned
Files Unit. The name and art unit should ap-
pear on the form and the file will be sent to him
through the messenger service.

Abandoned files more than ten years old
which have not been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for these old files require
at least two days for processing. The file should
be returned promptly when it is no longer
needed.

ExPEDITED SERVICE

Examiners may expedite service by ordering
abandoned files by telephone (Ext. 73181).

711.05 Letter of Abandonment Re-

ceived After Application Is
Allowed [R-42]

Receipt of a letter of abandonment while an

application is allowed, is acknowledged by the
Patent Issue Division.

An express abandonment arriving after the
issue fee has been paid and the patent to issue
has received its date and number will not be
accepted without a showing of one of the rea-
sons indicated in rule 313(b), or else a showing
under rule 183 justifying suspension of rule 313.

711.06 Abstracts, Abbreviatures and
Defensive Publications [R-41]

ABSTRACTS

Abstracts were prepared in accordance with
the Notice of January 25, 1949, 619 O.G. 258.
Each abstract includes a summary of the dis-
closure of the abandoned application, and in ap-
plications having drawings, a figure of the
drawing. The publication of such abstracts was
discontinued in 1953.

ABBREVIATURES

Abbreviatures were prepared in accordance
with the procedure indicated in the Notice of
October 13, 1964, 808 O.G. 1. Each abbrevia-
ture contains a specific portion of the disclos-
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" Rule 139. aiver of patent i
waive his rights to an enforceabie paten sed on a
nt'application by

The ap n' is laid ‘open fo gl ‘
tion and the applicant provisionally abandons
the application, retaining his rights to an inter-
ference for a limited period of five years from
, US. filing date. . =
~"The defensive publication of an ~a§>pli(:ati0n
precludes a continuing application (divisional,
continuation-in-part, or continuation) filed un-
der 35 U.S.C. 120 from being entitled to the
benefit of the filing date of the defensively pub-
lished ‘application unless a continuing applica-
tion is ﬁﬁ)éd“withih' thirty (30) months after the
earliest effective U.S! filinig date. Where a simi-
lar application is not filed until after expiration
of the thirty (80) month period, the application
is examined, but'it may not elaim the benefit of
the earlier filing date of the defensive publica-
tion ‘application. The ‘examiner should require
the cancellation of any claim or statement in-
tended to obtain the benefit of the earlier filing
date in such eases, objecting to its inclusion on
the ground of estoppel.  ~ o
If a first continning application is filed within
30 months from the earliest U.S. effective filing
date of the,all)plication published under the De-
fensive Publication Program, later copending
continuing applications (such as divisions if
restriction is required during the prosecution of
the first continuing application} are not barred
and may be filed during the pendency of the
first continuing application, even though
beyond the 30 month period. without loss of the
right to claim the benefit of the filing date of the
Defensive Publication application. .

the earliest effective

any, are p
Public Search Roo
++'The "defensive publication appheat
are maintained in the Record Room afte

puﬁligat«ion;f S

B. Requirements for aStatement Requesting
"4 oo Defensive Publication. . . o
*'An application may be considered for defen-
sive publication ‘provided “applicant ‘files a
request under rule 139 agreeing to the condi-
tions for defensive publication. The statement
requesting publication should:'{1) be signed by
the assignee of récord, or by the attorney or
agent of record, or by the applicant and the as-
signee of record, if any; (2) request the Com-
missioner to publish an abstract of the disclosure
in the O.G.; (8) authorize the Commissioner to
lay open to public inspection the complete ap-
plication upon publication of the abstract in the
0.G.; {4) expressly abandon the application to
take effect 5 years from the earliest T.S. effec-
tive filing ‘date of said application unless inter-
ferenice proceedings have Leen initiated within
that period; and ‘(5) waive all rights to an en-
forceable patent based on said ‘application ‘as
well as'on any continuing applicatioin filed more
than 30 months after the earliest effective U.S.
filing date of said application. unless-the con-
tinuing application was copending with an
earlier continuing application which was filed
within 30 months after the earliest effective
U.S. filing date. o

C. Requirements for Defensive Publication

The examiner should scan the disclosure of
the application to the extent necessary to deter-
mine whether it is suitable for publication and
he also should ‘ascertain that the abstract and
the selected figure of the drawing, if any, ade-
quately reflect the technical disclosure. The ab-
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cant 15 given &' p f o
which to make the ecmaty '
1 required results in non-

request I : dxmpproved' wgthout explana»
nd - these ci umst?lﬁcw, the examm(}r ’s
: e ZTov r for

s apparently iatally de-
.subject: matter- not. con-
pfubhcatlon, for example,
i lacking utlity, etc., or is
pated by ily.-available art,
ould.. generally -examine :the
appllcat;on an prepare a. complete. Oﬁice ac-
tion when n@ﬁlfyx apphcant. STRETVEINEE

D Formal Reqmrements of a Defenswe
. .%. .. Publication Appllcation i

Correction is required by the examiner of
informalities listed by the Application Division
and by the Draftsman before approval of the
r(xlue% for defensive publication. Informali-
ties of the drawing are listed on the Notice of
Informal Patent Drawings and defects of the
application are noted on the Notice of Informal
Patent Application. A letter notifying an ap-

Rev. 37, July 1973

ietter m the form of an Examme ,

in wntmg that the. mquest, under
OV untﬂ authonzatmn for

E Preparat.lon of an Apphcatlon for Defens:ve
; -1 Publication ..

After detenmnmg that ‘the’ apphcatlon s
aceeptable for defensive pubhcat on the exam-
mer\mdlcates ‘which papers, if any, are to be
entered. . Amendments accompanying the requ%t

are not entered until appmved by the examiner.
If filed after recexpt of the request, amend-
ments will be placed in the file, but will not be
entered unless the sub]ed, matter of the amend-
ment. i3.in.. response to a mqmrement by t;he
examiner. SEESTNTE Ergd j




drawings. Apphcant must submit a mounted
copy.of the drawings to allow processing of the
application if transfer is contemplated.
The designated spaces on the face of
wrapper. forclass, subelass; claim: for: foreign
priority -and: prior: United States app: eatmn
data are appropriately completed. - =~
.. The Defensive Publication Reten ~
identifies Defensive Publication Apphc&tmns
only and is affixed by the examiner in the space
onthe file wrapper reserved for the retention
label. Patent Issue Division completes the date
of p .G. citation of the Defe

In the spac% tlt “Prep
“Examined and Passed for the word
“Issue is changed to—Def. Publ—by the ex-
iner before 51gn1ng/ (The clerks signature
is not necessar
The “blue  issue” slip is used ‘on defensive
publication applications and is completed in the
usual manner except that in the space desig-
nated for the Patent Number the examiner
writes “Defensive Publication”. Cross refer-
ences are designated only in those subclasses
where the examiner believes the subject matter
will be of significant interest to warrant it.
With respect to the drawings the procedure
is the same as for allowance and the examiner
fills in the appropriate spaces on the margin, in
the Draftsman’s “Approved” stamp area.

F. Citation of Prior Art in a Defensive
Publication Application

Since the defensive publication procedure
makes the disclosure of an application avail-
able to the public, usually before it or any con-
tinuing application is patented, citation of
prior art under rule 291 by any person or party
1s accepted for consideration in the event ex-
amination is subsequently conducted. Such ci-
tation is endorsed on the file wrapper “Con-
tents” by the Record Room, for the convenience
of the examiner when preparing the applica-
tion or a continuing applieation of such an
application for allowance.

G. Defensive Publication Application
Interferences

During the five year period from its earliest
U.S. effective filing date, interferences may
be declared between defensive publication ap-
plications and other applications and/or pat-
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the claims ¢ e publication apphca—
tion recite substantia,lljy the same subject matter
as'the allowed claims, the allowed claims should
be suggested for interference- purposes to: the
defensive: publication - application- " if these
claims would be allowable therein.

Abandonment of a defensive publication ap—
plication will-be stayed during the period be-
ginning with the: suggestlon of claims or: the
ﬁhng of claims copied from a patent and end-
ing with: the termination of the interference
proceedings or the mmlmg of ‘a- demsmn ‘Te-
fusing the interference...

_Termination of the mterference in fa.vor of
the defensive ‘publication: application would
render the express abandonment ineffective but
would not result in the issuance of an enforce-
able patent. The examiner cancels by exam-
iner’s amendment all the claims in the case
except those awarded to applicant and sends the
case to issue. The Notice of Allowance in these
cases will be accompanied by a statement in-
forming the applicant that when the issue
fee is remitted, a disclaimer of the entire term
of the patent to be granted, must be included
in accordance with 35 U.S.C. 253.

Distinet numbers are assigned to all Defen-
sive Publications published after December 16,
1969, for example.

T 869 01—
Number series, 001-999 avail-
, able monthly.
L —5—0.G. volume number,
1 »—Document category, T for
Technical disclosure.

Defensive Publications are included in sub-
class lists and subscription orders. The distinct
numbers are used for all official reference and
document copy requirements.

A conversion table from the application
serial number to the distinet number for all
Defensive Publications published before De-
cember 16, 1969 appears at 869 O.G. 687. [R—41]

711.06(a) Citation and Use of Ab-
stracts, Abbreviatures and
Defensive Publications as
References [R-24]

It is important that abstracts, abbreviatures
and defensive publications (O.G. Defensive
Publication and Defensive Publication Search
Copy) be referred to as publications and not
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as patents or hcnt
lications are c1 as prior art t 3
1023&) or 102(b) eflective fro e dat ;
pub ication in the Official Gazette. =~

- An application or portion thereof fr i
an abstract, abbreviature or éef&mswe publica-
tion has been prepared, in the sense that the
application is evidence of prior knowledge, may
be used as a reference unget 35 US.C 102(&),
effective from ‘the. actual date of ﬁlmg in the
United States. :

. These: ubhcatlons ma,y be u%d alone or in
combmatlon with other prior art in re]ectmg
claims under 35 U.S.C. 102 and 103. |

‘Abstracts, Abbreviatures and Defensive Pub-
lications are listed with Other Referene% in the
citation thereof as follows: = =

(a) Abstractsand Abbreviatures
Brown, (abstract or abbmmture) of Serlal

No. . filed ___________, PUthhed
in_________0G. —__on
(list classification). \

(b) The O.G. defensive publzcatlon
Jones, Def. Pub. of Serial No. __________
filed . _________ , published in __________

Rev. 41, July, 1974 96.2
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Pub%watmnNe. T — 1st elawﬁc&txm)
(c) ‘Search Copy defensxve publication ; (where
- a disclosure relied onis in the Search 00py
- but notin the Q.G. publication) =
Jon%, ‘Def. Pub. Search: C‘opy of Sen&l
l\o ___‘.;__ff__‘_..__ ﬁled odosniiond o _ans " pub-

________ Defenswe Pubhcatlon No T — —

(list claSSIﬁcatlon)

(d) -Applicationsor demgnated portlons thereof
abstracts, abbmwatures and defenswe pub-
lications

Jones, Application berlal No.

filed 2o _-o..._._ laid open to pubhc in:

spectlon ‘on (_).é___;___-_____(_'_'__ as nfoted lat
e o rtion o 1-
catlon rehed on) ( list cla,ss1ﬁca£100n) P

712 Abandonment for Fallure To Pay
TIssue Fee [R-24]

Rule 316. Applwatsou abamioned for failure to pagy
igsue fee.  (a) .If the fee specified in the notice of al-
lowance is not paid within three months from the date
of the notice the application will be regarded as aban-
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doned. Such an abandoned application will pot be
considered as pending before the Patent amnd Trade-
markOffice. = . e
oner may accept the late payment
of the fee specified in the notice of allowanee later than
three months after the mailing of the notice as though
no abandonment had ever occurred if upon petition the
delay in payment:is shown to have been unavaidable.
The ‘petition to accept the delayed payment must be
accompanied by the issue fee or portion theresf speci-
fied in the notice of allowance, unless it has heen pre-
viously submitted; the fee for delayed payment, and a
showing .in the form of an oath or declaration as to
the causes of the delay.

Rule 317. Lapeed patents; delayed payment of balance
of issue fee.’ o

(a) Any remaining balance of the issue fee is to be
paid ‘within ‘threé months fromi the date of notice
thereof and, if mot paid, the patent will lapse at the
termination of the three month period. N

(b) The Commissioner may accept the late parment
of the balance of the issue fee after the three month
period as though no lapse had ever occurred if upon
. petition the delay in payment is shown to have been
unavoidable. The petition to accept the delaved pay-
ment must be accompanied by the remaining balance
of the issue fee specified in the notice, uniess it has
been previously submitted, the fee for delayed payment,
and a showing in the form of an oath or declaration
as to the causes of the delay.

Presentiy. the failure to pay the base issue fee
results in the abandonment of the application.
The failure to pay the balance issue fee results
in the lapse of the patent. When the three
L, months’ period within which the base issue fee
might have been paid has expired, the file is
returned by the Patent Issue Division to the
examining group. Certain clerical operations
are performed and the file and drawing are for-
warded to the Abandoned Files Unit. When the
issue fee is not paid and the application is aban-
doned, proceedings are terminated as of the date
the issue fee was due. The application is aban-
doned on that date (but if the issue fee is later
accepted. on petition, the application is in a
sense revived). When the three month period
within whieh the balance issue fee might have
been paid has expired the file remains in the
Record Room. The term of the patent ends as of
the date the balance issue fee was due {but if
the balance issue fee is later accepted, the term
of the patent is reinstated.) It is possible to
petition the Commissioner to have an issue fee
accepted after the expiration of the three month
period. Such a petition must be supported by a
showing in the form of an oath or a rule 68
declaration as to the caunse of the delas. and
accompanied by the proper issue fee (if not pre-
sented earlier}. and the fee for late payment.

L, [R-46]
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713.01
713 Interviews [R-24]

The personal appearance of an applicant,
attorney, or agent before the examiner pre-
senting matters for the latter’s consideration
is considered an interview.

713.01 General Policy, How Con-
ducted [R-43]

Rule 133. Intferviews. (a) Interviews with exam-
iners concerning applications and other matters pend-
ing before the Office must be had in the examiners’
rooms at such times, within office hours, as the respec-
tive examiners may designate. Interviews will not be
permitted at any other time or place without the
authority of the Commissioner. Interviews for the dis-
cussion of 'the patentability of pending applications
will not be had before the first official action thereon.
Interviews should be arranged for.in advance.,

(b) In every instance where reconsideration is re-
quested in view of an interview with an examiner, a
complete written statement of the reasons presented
at the interview as warranting favorable action must
be filed by the applicant. An interview does not remove
the necessity for response to Office actions as specified
in rules 111,135.

Interviews are permissible on any working
day except during periods of overtime work.

An interview should normally be arranged
for in advance, as by letter, telearam or phone
call, in order to insure that the primary exam-
iner and/or the examiner in charge of the ap-
plication will be present in the Office. When a
second art unit is involved (Patentability Re-
port), the availability of the second examiner
should also be checked. (See § 705.01(f).) An
appointment for interview once arranged
should be kept. Many applicants and attorneys
plan trips to Washington in reliance upon such
appointments. When, after an appointment has
been made, circumstances compel the absence
of the examiner or examiners necessary to an
effective interview, the other party should be
notified immediately so that substitute arrange-
ments may be made.

When a telephone call is made to an examiner
and it becomes evident that a lengthy discussion
will ensue or that the examiner needs time to
restudy the situation, the call should be termi-
nated with an agreement that the examiner will
call back at a specified time. Such a call and all
other calls originated by the examiner should be
made through the FTS (Federal Telecommuni-
cations System) even though a collect call had
been authorized. It is helpful if amendments
and other papers, such as the letter of transmit-
tal, include the complete telephone number with
area code and extension, preferably near the
signature of the writer.
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particularly in an involved ca

Y. !
An examiner’s suggestion of allowable sub-
matter may ]ustlfy his indicating the possi-

ject
inhtv of an interview to accelerate ‘early agree-
ment on allowable claims.

An interview should be had only when the
nature of the case is such that the interview
could serve to develop and clarify specific is-
sues and lead to a mutual understanding be-
tween the examiner and the applicant, and
thereby advance the prosecution of the applica-
tion. Thus the attorney when presenting him-
self for an interview should be fully prepared
to discuss the issues raised in the Office action.
When it is obvious that the attorney is not so
prepared an interview should not be permitted.

‘Examiners should avoid unnecessary inter-
raptions during interviews" with- attornevs or
inventors. In ‘this regard, examiners shou]d
notify their receptionist, lmmedlately prior to
an ‘interview, to not complete incoming tele-
phone calls unless such are of an emergency
nature.

The examiner should not hesitate to sta’ce, lf
such be the case, that claims presented for con-
sideration at. the interview require further
search and study. Nor should the examiner
hesitate to conclude an interview when it ap-
pears that no common ground can be reached
nor when it becomes apparent that the appli-
cation requires further amendment or an addi-
tional action by the examiner.

It is the responsibility of both parties to the
interview to see that it is not extended beyond
a reasonable period, usually not longer than
thirty minutes. It is the duty of the primary
examiner to see that an interview is not ex-
tended beyond a reasonable period even when
he does not personally participate in the
interview.

During an interview with an applicant who
is prosecuting his own case and is not familiar
with Office procedure the examiner may make
suggestions that will advance the prosecution
of this case; this lies wholly within his discre-
tion. Too much time, however, should not be
allowed for such interviews.

Examiners may grant one interview after
final rejection. g ee § 713.09.

Where the response to a first complete action
includes a request for an interview or a tele-

hone consultation to be initiated by the exam-
iner, or where an out-of-town attorney under
similar circumstances requests that the exam-
iner defer taking any further action on the case
until the attorney’s next visit to Washington

Rev. 46, Oct. 1975

~ ,"ered the effect of the res
~ such request if it appears that the interview or
consultation would result i in expedltmg the case
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he examiner, as soon as he has consid-
nse, should grant

to a final action.
Where agreement is reached asa result of an
interview, applicant’s representative should be
advised “that an amendment pursuant to the
agreement should be promptly submitted. ' If
the amendment prepares the case for final ac-
tion, the examiner should take the case up as
special. If not, the case should await its turn.

Consideration of a filed amendment may be
had by hand dellvery of a duphcate copy.of said
amendment.

Early commumcatmn ‘of the results of the
conSIderatlon should be made to applicant; if
requested indicate on attorney’s 5 COpY a.ny agree-
ment; initial and date both copies. =

A]though entry of amendatory matter usu-
ally requires actual presence of the original
paper, examiner and clerical processing should
proceed as far as practicable based on the dupli-
catecopy. The extent of processing will depend
on each amendment.

The substance of any interview, whether in
person or by telephone must be made of record
in the application. See § 713.04.

ExaMinaTIiON BY ExamiNeEr OTHER TaAN THE
OxE Wuo Coxpucrep THE INTERVIEW

Sometimes the examiner who conducted the
interview is transferred to another group or
resigns, and the examination is continued by
another examiner. If there is an indication
that an interview had been held, the second
examiner should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or Imowledge of other prior art, the second
examiner should take a position consistent
with the agreements previously reached. See
§ 812.01 for a statement of telephone practice in
restriction and election of species situations.

713.02 Interviews Prior to First Offi-
cial Action [R-46]

Prior to filing, no interview is permitted.
However, in the examiner’s discretion, a lim-
ited amount of time may be spent in indicating
the field of search to an attorney, searcher or

inventor.
A request, for an interview prior to the first” 1

Office action is ordinarily granted in continuing
or substitute applications. A request for an in-

terview in all other applications before the first ] '




 action is untimely and be acknowledge
if written, orj,granted”l’fq rqle,133(a).

, , SEARCHINGIN Gmnp , o

Search in the %roup art unit should be per-

mitted only with the consent of a primary
ExpounpiNg Patent Law

examiner.

The Patent and Trademark Office cannot act
as an expounder of the patent law, nor as a
counsellor for individuals.

713.03 Imterview for “Sounding Out”
Examiner Not Permitted

Interviews that are solely for the purpose of
“sounding out” the examiner, as by a local at-
torney acting for an out-of-town attorney,
should not be permitted when it isapparent that
any agreement that would be reached is condi-
tional upon being satisfactory to the principal
attorney.

713.04 Substance of Interview Must
Be Made of Record [R-43]

A complete written statement as to the sub-
stance of any face-to-face or telephone inter-
view with regard to an application must be
made of record in the application, whether or
not an agreement with the examiner was
reached at the interview. See rule 133(b),
§ 713.01.

This is further brought out by the following
Rule:

Rule 2. Business to be transacted in writing. All
business witk the Patent and Trademark Office should
be transacted in writing. The personal attendance of
applicants or their attorneys or agents at the Patent
and Trademark Office is unnecessary. The action of the
Patent and Trademark Office will be based exclusively
on the written record in the Office. No attention will be
paid to any alleged oral promise, stipulation, or under-
standing in relation to which there is disagreement or
doubt.

The action of the Patent and Trademark
Office cannot be based exclusively on the written
record in the Office if that record is itself incom-
plete through the failure to record the substance
of interviews.

Applicants and their attorneys or agents are
responsible for compliance with the require-
ment for a complete written statement except
in those situations in which it is agreed that
the examiner will issue an Office action upon the
application without further written response on
behalf of applicant. In those situations, the ex-
aminer will make the substance of the interview

98.1

‘a written statement filed on beha

713.05

of record in the Office action. The examiner may

~ also complete the record of an interview if sig-

nificant matters are inadvertently omitted from
: {,f of applicant.
Noncompliance on behalf of applicant with
the above noted requirement for a complete
written statement when filing a response will
result in the applicant being given one month
from the date of the notifying letter or the re-
mainder of any period for response, whichever
is longer, to complete the response and there-
by avoid abandonment of the application (rule
135(c)).

ExaMINErR To CHECK FOR ACCURACY

Applicant’s summary of what took place at
the 1nterview should be carefully checked to
determine the accuracy of any statement at-
tributed to the examiner during the interview.
(a) If there is an inaccuracy and it bears di-
rectly on the question of patentability, it should
be pointed out in the next Office letter. If
the claims are allowable for other reasons of
record, the examiner should withhold allow-
ance by means of an Ex parte Quayle action
until the record is clarified. (b) If the inac-
curacy does not bear directly on the question
of patentability, the case may be sent to issue,
if allowable for reasons of record, but the ex-
aminer should send a letter setting forth his
version of the statement attributed to him.

An Inaccuracy with respect to an argument
presented at the interview; e.g., including in
the summary of the interview an argument not
then presented, should be treated as in (a) or
(b) above. '

713.05 Interviews Prohibited or
Granted, Special Situations
[R-43]

Saturday interviews, see § 713.01.

Except In unusual situations, no interview is
permitted after the brief on appeal is filed or
after a case has been passed to issue.

An interview may be appropriate before ap-
plicant’s first response when the examiner has
suggested that allowable subject matter is
present or where it will assist applicant in judg-
g the propriety of continuing the prosecution,

flice employees are forbidden to hold either
oral or written communication with an unregis-
tered or a disbarred attorney regarding an ap-
plication unless it be one in which said attorney
1s the applicant. See § 105.

Interviews are frequently requested by per-
sons whose credentials are of such informal
character that there is serious question as to
whether such persons are entitled to any infor-
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1 ' ing ‘pa

bind the principal concerned. "~
The avaﬂabl' ity of personal interviews in the
d”, which is the time between

the filing of 1ppheant’s thorough first response
and a concluding action by the examiner, for
attorneys resident or frequently in Washington
is obvious.  For others more remote, telephone
interviews may prove valuable. | However, pres-
ent Office pollcy places great emphasis on tele-
phone interviews initiated by the exammer to
attorneya and agents of record. See § 408.

“The examiner, by making a telephone call,
may be able to suggest minor, ‘probably qulcklv
acceptable’ changes which “would result in
allowance. If ‘there are major questions or
sug estions, the call might state them concisely,

suggest a further telephone or personal
mten iew, at a pref\rmnrred later time, giving
apphcant more time for con=1deranon Before
discussing the points raised.

For an interview with an examiner who does
not have negotiation authority, arrangements
should always include an examiner who does
have such authority, and who has familiarized
himself with the case, so that authoritative
agreement may be reached at the time of the
interview, '

Gnonnfn Inwnwrws

For attnmevq romnte from Washington who
prefer personal interviews, the grouped inter-
view practice is effective. If in any case there
is a prearranged interview, with agreement to

of the snpple

g
m&ntai amendmeﬂt gives the case spec
di

prompt fil

questmns 'e:c par

parties. For this re'lson, the telephone number
of xaminer should not be typed on: deci-
any: other mﬁerfemzme,

; “"Models 26] .

’"he mvennon in questlon may be exhxbzted
or demonstrated during the interview by &
model thereof which may be sent to the Oﬁiee
prior to the interview where it is received in
the Supply and Receiving Unit:and forwarded
to the group. A model is not to be received by
the examiner chectly from the apphcant or
his attorney. See §§ 608.03 and 608.03(a).

~Oftentimes o model or exhibit is not given
into the custody of the Office but is brought
directly into the group by the attorney solely
for inspection -or demonstration during - the
course of the interview. This is permissible.
Demonstrations of apparatus or exhibits too
large to be brought into. the Office may be
viewed by the examiner outside of the Office,
(in the VVachlngton area) with the approval of
the supervisory prunary examiner, It is pre-
sumed that the witnessing of the demonstration
or the reviewing of the exhibit is actually essen-
tial in the developmg and clarifying of the is-
sues involved in the application. :

713.09 Finally Rejected Appllcatlon

' [R-26] - ,

Nonna.lly, one: mtervnew after ﬁn*xl re]ectlon
is permitted. However, the intended purpose
and content of the mter\rlew must be presented
briefly, either orally or in writing. With the
approval of the primary examiner, an inter-
view may be granted if the examiner is con-
vineed that disposal or clarification for appeal
may be accomplished with only nominal further
consideration. Interviews merely to 'restate
arguments of record or to discuss new: limita-
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 tions which would require more than nominal

‘ne searchshoul be (issmad.

-~ After & case issent to issue, it is technicﬂﬂ_y
no ‘longer under the jurisdiction of the pri-
mary examiner, rule 312. An interview with
an - examiner that ‘would involve -a -detailed
consideration of claims sought to be entered
and perhaps entailing a discussion of the prior
art for determining whether or not the claims
are ‘allowable should ‘not ‘be given. Obvicusly
an applicant is not entitled to a greater degree
of consideration in an amendment presented
informally than is given an applicant in the
consideration of an amendment when formaily
presented, particularly since consideration of
an amendment filed under rule 312 cannot be
demanded ‘as a' matter.of Tight. ..©

Requests for interviews on. cases alread{
passed to issue should be granted only with
specific approval of the group director upon
a showing 1n writing of extraordinary circum-
stances. ‘

714 Amendments, Applicant’s Action
[R-26]

Rule 115. Amendment by applicant. The appilcant
may amend before or after the first examination and
action, and also after the second or subsequent exam-
Ination or reconsideration as specified in rule 112 or
when and as specifically required by the examiner.

See also § 714.12.

714.01 Signatures to Amendments

[R-26]

To facilitate any telephone call that may be-
come necessary, it is recommended that the com-
plete telephone number with area code and ex-
tension be given, preferably near the signature.
Note §§ 605.04 to 605.05(a) for a discussion of
signatures to the application.

714.01(a) Unsigned or Improperly
Signed Amendment [R-
39]

An unsigned amendment or one not properly
signed by a person having authority to prose-
cute the case is not entered. This applies, for
instance, where the amendment is signed by
one only of two applicants and the one signing
has not been given a power of attorney by the
other applicant.

Rev. 39, Jan. 1974

NT EXAMINING PROCEDURE

I copies (carbon or electrostatic) are filed,
the signatur mg?stbe ‘applied after the: copies

“An amendment filed with a copy of 2 signa-

ture rather than an original signature, may be
entered i accompanying transmittal letter

contains a proper original signature. -
~Telegraphic amendments must be confirmed
by signed formal amendments. § 714.08. =~ .

A “Telecopier” document, or a copy thereof,
without an original signature, is acceptable in
the same manner as a telegraphic amendment
to preserve the dates involved, § 714.08. How-
ever, such a practice is discouraged because it
results in the filing of duplicate papers and
much unnecessary paper work. A “Telecopier”
document with the original signature of a regis-
tered attorney or agent acting in a representa-
tive capacity under rule 34(a) is acceptable and
does not require confirmation. . . . . . :

When an unsigned or improperly signed
amendment is received the amendment will be
listed on the file wrapper, but not entered. The
examiner will notifg applicant of the status of
the case, advising him to furnish a duplicate
amendment properly signed or to ratify the
amendment already ﬁlegfl Applicant is given
either the time remaining in the period for re-
sponse, or one month, whichever is longer, to file
his supplemental response (rule 135, § 711).

Sometimes problems arising from unsigned or
im(t))roper]y signed amendments may be disposed
of by calling in the local representative of the
attorney of record, since he may have the au-
thority to sign the amendment. Listings of local
representatives of out-of-town attorneys are
kept available in the various group directors’
offices.

An amendment signed by a person whose
name is known to have been removed from the
registers of attorneys and agents under the pro-
visions of rule 347 or rule 348 is not entered.
The file and unentered amendment are sub-
mitted to the Office of the Solicitor for appro-
priate action.

714.01(¢) Signed by Attorney Not of
Record [R-36]

See § 405.

A registered attorney or agent acting in a
representative capacity under rule 34, may sign
amendments even though he does not have a
power of attorney in the application. See § 402.

714.01(d) Amendment Signed by Ap-
plicant But Not hy Attor-
ney of Record [R-30]

If an amendment signed by the applicant
is received in an application in which there




: ‘be mpamd‘ ne be
to th?rﬁttomey and other

Ruze 111. Reply by applitxmt (a) After the Office
action, if adverse in any respect, the: applicant, if he
persist in his application for .a patent,’ must reply
thereto and may Tequest: remminatmn or reconsxd—
eraticm, with or without: amwdmmt. i

b} In order to-be entitled to reexamination or re-
consideratfon, the applicant must make request there-
for in writing, and he must distinctly and specifically
point out the supposed érrors in the examiner’s action;
the applieant ;must respond to yevery;ground of objec-

menm as, to form not necmry to further consldera-
tlon of the claims be held in abeyance nntil allowable
subject matter 1s Indieated), and the applicant's acﬁon
must appear throughout to be a bona fide attempt to
advance the case to ﬂnal action. A genersl allegation
that the cialms deﬁne a patentable mvention without
speczﬁcauy pomtmg out how the Ianguage of the claims
patentably dlStng’UISheS them from the references does
not eamply with the requxrements of this rule. ,
(¢) In amending an application in response to a re-
Jection, the applicant must clearly point out the patenta-
ble norelty which he thinks the claims present In view
of the -=tate of the art discloséd by the references cited
amendments avoid such references or objections.
rules 135 and 136 for time for reply.) '

- In all cases where response to a requirement
is indicated as necessary to further considera-
tion of the claims, or where allowable subject
matter has been 1nd1cated a complete response
must either comply with the formal require-
ments or spec1ﬁcally traverse each one not com-
plied with.

Drawing and specification corrections, pres-
entation of a new oath and the like are gener-
ally considered as formal matters. However,
the line between formal matters and those touch-
ing the merits is not sharp, and the determina-
tion of the merits of a case may require that such
correctlons, new oath, etc., be insisted upon
prior to any indication of allowable subject
matter,

Rule 119. Amendment of claims. The claims may be
amended by canceling particular claims, by presenting
new claims, or by rewriting particular claims as in-
dicated in Rule 121. The requirements of Rule 111 must

(8ee

530-528 O - 74 - 4

_to be not full

101

: opn
e responses of the ap licant meet
to and rejections fp the claims.

jponses ‘to "reqmrements to restnct are
treated unde : :

7 14- 03 Amendments Not Fully Re-
_sponsive, Actlon To Be Taken
~ [R-39]

If there is sufficient time remaining in the
six-month - statutory period or set shortened
period when apphcants amendment is found
responsive to the last Office
actlon, a letter should at once be sent apphcant
g‘clnntmg out wherein his amendment fails to

lly respond coupled with a warning that the
response must be complcied within the time
period in order to avoid the question of aban-
donment. See § 714.05.

- Where a bona fide response to an examiner’s
action is filed before the expiration of a per-
missible period, but through an apparent over-
sight or madvertence some point necessary to a
complete response has been omitted,—such as
an amendment or argument as to one or two of
several claims involv ved or signature to the
amendment ~—the examiner, as soon as he
notes the omission, should require the ap 11-
cant to complete his response w1thm a specifie
time limit (usually one month) if the Yerlod
has already expired or insufficient time is left to
take action before the expiration of the period.
If this is done the application should not be
held abandoned even though the prescribed
period has expired. See rule 135(c). Similarly,
where there is an informality as to the fee 1n
connection with an amendment presenting addi-
tional claims in a case filed on or after October
95, 1965, the applicant is notified by the clerk

on form POL 319. See §§ 607 and 714.10.
Rev. 39, Jan. 1974




case where no attempt'is made to pomt out the
patentable novelty, the claims should not be
allowed (See Rule 111,§ 714.02.}.

'An amendment falhng to point out the pat—
entable nove!ty which the applicant believes to
exist in his case may be held to be nonresponsive
and a time limit set to furnish a proper re-
sponse if the statutory. ‘period has expired or
almost expired (§714.03). However, if the
claims as amended are clearly open to rejection
on grounds of record, a final rejection should
generally be made. ‘

71403 Exammer Should Immedlatelv

Inspect [R-25]

~ Actions by applicant, especnﬂv those filed
near the end of the seriod for response, should
be meected immec ntoly upon filing to de-
termine whether they are completelv responsive
to the preceding Office action so as to prevent
abandonment of the application. Tf found in-
adequate, and sufficient time remains, apphc‘mt
should be notified of the deficiencles and
warned to complete the response W]thm the
period. See §714.038. ,

All amondod ‘cases put on the examiner’s
desk should be inspected by him ‘at once to
determine :

If the amendment is
(§ 714.01).

If the amendment has been filed within the
statutory period, set shortened perlod or time
limit (§ 710). : ‘

Rev. 39, Jan. 1974

properly signed

e m&ucmm - See. %’%’14 07

If there 1s a traverse of a requlrement for
m:mmn - See § 818.03(a). , Ly
If “easily erasable” paper has
other non- permanent method of reparatxon or

hcant ha,s'

“but reaches
mining. ore r. 'pplemental
 should be‘promptl_y pr ared. It need
: terate all portions of the previo
that are still apphcable but it should specxfy
which portions are to be dlsretrftrded, pointing
out that the period for response runs fromn the
mailing of the supplemental action. The ac-
tion should be headed “Responsive to amend-
ment of (date) and supplemental to the action
mailed ldate) o R

714.06 Amendments Sent to Wrong

Group D an
See §50801, . V
7 14 07 Amendments Not m Perma-
nent Ink [R—39]

Rule !)2( a) 1equ1res “permanent 1nlx or 1ts
equivalent in quality” to be used on papers
which will become part of the record and In re
Benson, 1959 C.D. 5; 744 O.G. 353 holds that
docuaments on so-called “easily erasable” paper
violate the requirement. The fact that rule 52(a)
has not been complied with may be discovered
as soon as the amendment reaches the examin-
ing group or, later, when the case is reached for
action. In tho first instance, apphcant is
promptly notified that the amendment is not
entered and is required to file & permanent copy
within one month or to order a copy to be made
by the Patent Office at his expense. Physical
entry of the amendment will be made from the
permanent copy.

If there is no appropriate response \uthm
the one month period, a copy is made by the




manence of the amendment is discovered only
‘when the case is reached for action, similar
steps are taken, but action on: the case is not
held up, the requirement for a permanent copy
of the amendment being included in the Office
action. 0o
_ Office copier or good carbon copies on satis-
factory paper are acceptable.” But see In re
A}é)hcati(')n_Pape’r's Filed Jan. 20, 1956, 706
O.G. 4. Although a good copy is acceptable,
signatures must be applied after the copy is
See § 608.01 for more discussion on acceptable
comiam, e BT SRR A 10

714.08 Telegraphic Amendment
23] ahiares |
“When a telegraphic amendment is received,
the telegram is placed in the file but not entered.
If confirmation of this amendment by a properly
signed formal amendment does not follow in
due time, the applicant is notified that proper
confirmation is required; otherwise, the tele-
gram will not be accepted as a response to the
former Office action.  If he does confirm
promptly, the amendment is entered. (See Ex
parte Wheary, 1913 C.D. 253; 197 O.G. 534.)
The same test as to completeness of response
applies to an amendment sent by telegraph as
to one sent by mail. See § 714.02.

714.09 'Amendménts Before
Office Action [R-39]

An amendment filed before the first Office
action, even one filed along with the original
application. does not enjoy the status of part of
the original disclosure. See § 608.04 (b).

In the case of rule 60 (unexecuted) appli-
cations, an amendment stating that, “This is a
division (continuation) of application Serial
No. . , filed ________. ” and canceling
any irrelevant claims as well as any prelim-
inary amendment should accompany the appli-
cation. Amendments should either accompany
the application or be filed after the application
has received its serial number and filing date.
See § 201.06(a). “

714.10 Claims Added in Excess of
Filing Fee [R-36]

The Fee Aect, which became effective Octo-

ber 25, 1965, provides for the presentation of

claims added in excess of filing fee. On pay-
ment of an additional fee (see § 607), these ex-

'[R-

First

102.1

 cess elalmsmaybe presented any time after the
~ application is filed, which of course, includes

the time before the first action.: This provision
does not apply in the case of applications filed
before October 25, 1965. - .. ST

714.11  Amendment Filed During In-
terference Proceedings [R-

L 23] BEE AL T ST s e

- See§1111.05. .

714.12 Amendments After Final Re-
-~ jection or Action [R-36]

Rule 116. Amendments cfter final action. (a) After
final rejection or action (rule 113) amendments may
be made canceling claims or complying with any re-
quiréments of form which has been made, and amend-
ments presenting rejected claims in better form for
consideration on appeal may be admitted; but the ad-
mission of any such amendment or its refusal, and any
proceedings relative thereto, shall not operate to re-
lieve the application from its condition as subject to
appeal or to save it from abandonment under rule 135.

(b) ‘If amendments touching the merits of the appli-
cation be presented after final rejection, or after ap-
peal has been taken, or when such amendment might
not otherwise be proper, they may be admitted upon a
showing of good and sufficient reasons why they are
necessary and were not earlier presented. '

(0) No amendment can be made as a matter of right
in, appealed cases. After decision on appeal, amend-
ments can only be made as provided in rule 198, or
to. carry into effect a recommendation under rule 196.

Once a final rejection that is not premature
has been entered in a case, applicant no longer
has any right to unrestriected further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.
Any amendment that will place the case either
in condition for allowance or in better form
for appeal may be entered. Also, amendments
complying with objections or requirements as
to form are to be permitted after final action 1n
accordance with rules 116(a). Ordinarily,
amendments filed after the final action are not
entered unless approved by the examiner. See
§8706.07(e), 714.13 and 1207.

The prosecution of an application before the
examiner should ordinarily be concluded with
the final action. Howerer, one personal inter-
view by applicant may be entertained after such
final action if circumstances warrant. Thus, only
one request by applicant for a personal inter-
view after final should be granted, but in ex-
ceptional circumstances, a second personal
interview may be initiated by the examiner if
in his judgment this would materially assist 1n
placing the application in condition for
allowance. ' y
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71413 Amendments Aftei"FinalRejec-
tion or Action,’ Procedure
~Followed [R—36] '

FNAL REJBCTIDN’——TIME FOR: RESPO\TSE

, The filing of a tunely first response to a final
~,'re]ect10n havmg a shortened statutory permd
for response is construed as including a request
to extend the shortened statutory perlod an
additional month, even if previous extensions
have been, granted but in no case may the pe-
riod for response exceed six months from the
date of the final action. The additional month
may be used to place the application in condi-
tion. for allowance, to appeal or to file a con-
tinuing application. . .

During the additional month no applicant or
attorney initiated interview is normally per-
mitted. Since a timely first response to a final
rejection is construed as including a request for
an extension of time, any subsequent request
for an extension of time 1s considered to be a
second request and must be submitted to the
group director. . .

An object of this practlce is to obviate the
necessity for appeal or filing a continuing case
merely to gain time to consider the examiner’s
position in reply to an amendment timely filed
after final rejection. Failure to file a response
durlno- the shortened statutory period results
in abandonment of the appllc‘ltlon '

- ExTrY Nor a \{ ATTER OF RIGI—IT

It should be kept in mind that applicant
cannot, as a matter of right, amend any finally
re]ected ‘claims, add new claims after a final
rejection (see rule 116) or reinstate prewously
canceled claims.

Except where an amendment merely cancels
c]alms, adopts examiner suggestions, removes
1ssues for appeal, or in some other way requires
only a cursory review by the examiner, compli-
ance with fhe requirement of a showing under
rule 116(b) is expected in all amendments after
final rejection. Failure to properly respond to
the final 1e]eotion results in abandonment unless
an amendment is entered in part (§714.20, items

3 and 4).

An amendment filed at any time after final
rejection but before an appeal brief is filed,

‘Rev. 86, Apr. 1973

- mine whether the

cies of the amendment need not be discussed.
The reasons should be concisely expressed For

« ‘proposed amendment
does not place the case in better form for appeal
nor in condition for lowance, applicant }l?xould
be promptly info: of this fact, whenever
possible, wit he statutory perlod The re-
fusal to enter proposed amendment should
not be’ arbitrary. The proposed amendment
should be given sufficient consideration to deter-
laims are ln condition for
allowance and/or whether the issues on a opeal
are simplified. Ordinarily, the specific deficien-

example

(1) The clanm, xf amended as proposed,
would not avoid any of the rejections set forth
in the last Office action, and thus the amend-
ment would not place the case in condition for
allowance or in better condition for appeal. =~

(2) The. claims, if amended as proposed,
would avoid the rejection on indefiniteness but
would not avoid the rejection on the references.
The amendment. will be entered upon the filing
of an appeal.

(3) The claims as amended present new is-
sues requiring further consideration or search.

4) (Sllnce the amendment presents additional
claims without canceling any finally rejected
claimsit isnot con”zciered aspplacing the applica-
tion in better condition for appeal; Ex parte
Wirt, 1905 C.D. 247: 117 O.G. 599.

Examiners should indicate the status of each
claim of record or proposed in the amendment,
and which propo:eg claims would be entered on
the filing of an appeal if filed in a separate
paper. -
l\pphc‘mt ~houM be notified, if certain
portions of the amsndment would be accep-
table as placing some of the claims in better
form for appeal or complying with objections
or requirements as to form, if a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some of the claims would render them allow-
able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
gistent with the claims as amended. A state-
ment that the final rejection stands and that the
statutory period rurns from the date of the final
rejection is also in order.

Form letter POL~303 should be used to
acknowledge receipt of a response from appli-

102.2




not place the applicatior

 lowance, This form has been devised to ,advi's:’e -
_applicant of the disposition of the proposed

amendments to the claims and of the eifect of

“any argument or affidavit not placing the ap-

plication in condition for allowance or which
could not be made allowable by a telephone call
to clear up minor matters.

Any amendment timely filed after a final re-
jection should be immediately considered to de-
termine whether it places the application 1n
condition for allowance or in better form for
appeal. Examiners are expected to turn in
their response to an amendment after final re-
jection within five days from the time the
amendment veaches their desks. In those situa-
tions where the amendment reaches the examin-
er's desk after the expiration of the shortened
statutory period, the examiner is expected to
return Dis action to the clerical force within
three days. In all instances, both before and
after final rejection, in which an application is
placed in condition for allowance as by an
interview or amendment, befere preparing it
for allowance, applicant should be notified
promptly of the allowability of all claims by
means of form letter POL~327 or an examiner’s
amendment.

Such a letter is important because it may
avoid an unnecessary appeal and act as a safe-

ard against a holding of abandonment. Every
effort should be made to mail the letter before
the period for response expires.

If no appeal has been filed within the period
for response and no amendment has been sub-
mitted to make the case allowable or which can
be entered in part (see §714.20), the case
stands abandoned.

It should be noted that, under rule 181(f),
the filing of a rule 181 petition will not stay
the period for reply to an examiner’s action
which may be running against an application.
See §1207 for appeal and post-appeal pro-
cedure. For after final rejection practice rela-
tive to affidavits or declarations filed under
rules 131 and 132 see §§ 715.09 and 716.

102.3

 Hanp DeLIVERY OF Papers

_ Any paper which relates to a pending appli-

_cation may be personally delivered to an Ex- =
‘amining  Group. However, the Examining
- Group will accept the paper anly if: (1) the
- paper is accompanied by some form of receipt

which can be handed back to the person deliver-
ing the paper; and (2) the Examining Group
being asked to receive the paper is responsible
for acting on the paper.

The receipt may take the form of a duplicate
copy of such paper or a card identifying the
paper. The identifying data on the card should
be so complete as to leave no uncertainty as to
the paper filed. For example, the card should
contain the applicant’s name(s), Serial No., fil-
ing date and a description of the paper bei
filed. If more than one paper is being filed for
the same application, the card should contain
a description of each paper or item.

Under this procedure, the paper and receipt
will be date stamped with the Group date
stamp. The receipt will be handed back to the
person hand delivering the paper. The paper
will be correlated with the application and made
an official paper in the file, thereby avoiding
the necessity of processing and forwarding the
paper to the Examining Group via the Mail
Room.

The Examining Group will accept and date
stamp a paper even though the paper is accom-
panied by a check or the paper contains an
authorization to charge a Deposit Account.
However, in such an instance, the paper will
be hand carried by Group personnel to the Office
of Finance for processing and then made an
official paper in the file.

All such papers, together with the cash,
checks, or money orders, shall be hand carried
to the Cashier’s Window, Room 2-1BQO1, be-
tween the hours of 3:00 p.m. and 4:00 p.m.

The papers shall be processed by the account-
ing clerk, Office of Finance, for pickup at the
Cashier’s Window by 3:00 p.m. the following
work day. Upon return to the group, the papers
will be entered in the application file wrappers.
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Under the decision in Ex parte Quayle, 1935
D 13, afte ns 1

reJectlon, though the pmsecutmn may be con-
tinued as to the ters. See §§ 71412
and 714.13."

See § 607 for addhi

nal fee requlrements

714- l:) Ame dment Recelved in Ex-

“amining Group After Mailmg
of Notice llowance [R—
P 32]

\’Vhere an amendme , eve ‘though prepared
applicant prior to aﬂowance, does not reach
the flice until after the notice of allowance
has been mailed, such amendment has the
status of one ﬁled under rule 312, Tts ent
is a matter of grace. For discussion of amen
me(n’ts filed under rule 312, see §§ 714.16 to 7 14 -
16(e

If )however, the amendment is filed in the
Office’ prior to the mailing out of the notice of
allowance, but is received by the examiner
after the mailing of the notice of allow-
ance, it has the same standing in the case as
though the notice had not been mailed. Where
the case has not been closed to further prose-
cution, as by final rejection of one or more
claims, or by an action allowing all of the
claims, applicant may be entitled to have such
amendment entered even though it may be
necessary to withdraw the application from
issue. Such withdrawal, however. is unneces-
sary if the amendatory matter is such as the
examiner would recommend for entry under
rule 312.

As above implied, the case will not be with-
drawn from issue for the entry of an amend-

ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
ance closed the case to further amendment,
i.e., by indicating the patentability of all of
the claims, or by allowing some and finally
rejecting the remainder.

After an applicant has been notified that the
claims are all allowable, further prosecution of
the merits of the case is a matter of grace and
not of right (Ex parte Quayle, 1935 C.D. 11;
453 O.G. 213). To this extent the practice

fter Notnce of
"Allowance, Rule 312 [R—41]

Rule 312 Amendmeuts after allowanoe Amendments
after .the notice of allowance of .an application will
not be peumtted -as: a matter of right. However, such
amendments -may.be made. if filed not later than .the
date the issue fee is pmd on the recommendation of
the primary examiner, ‘approved ‘by the Commissmner,

‘,Wiﬁlﬁﬂt Withdrawing the case from issue.:

' The Commissioner has delegated the ap-

'pmvsl of such 'recommendatmn to the Super-

visory Primary Examiners. =

A supplemental oath is not treated as ‘an
amendment under rule 312, see § 603.01. o

‘After the Notice of Allowance has been
mailed, the application i is tephmcally no longer
under the jurisdiction of the pnmary examiner.
He can however, make examiner’s amendments.
(See § 1302.04) and has authority to enter Order
3311 amendments submitted after Notice of Al-
lowance of an application which embody merely
the correction of formal matters in the spec-
ification or drawing, or formal matters in a
claim without changing the scope thereof, or the
cancellation of claims from the apphcatlon,
without forwarding to the Supervisory Pri-
mary Examiner for approval.

Amendments other than these require ap-
proval by the Supervisory Primary Examiner.
The group director establishes group policy
with respect to the treatment of Order 3311
amendments directed to trivial informalities
which seldom affect significantly the vital
formal requirements of any patent; namely,
(1) that its disclosure be adequately clear, and
(2) that any invention present be defined with
sufficient clarity to form an adequate basis for
an enforceable contract.

Consideration of an amendment under rule
312 cannot be demanded as a matter of right.
Prosecution of a case should be conducted be-
fore, and thus be complete including editorial
revision of the specification and cl(mn.s at the
time of the Notloe of Allowance. However,
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no
substantial amount of additional work on the
part of the Office, they may be considered and,
if proper, entry may be recommended by the
primary examiner.

The requirements of rule 111(c) (§714.02)
with_respect to pointing out the patentable
novelty of any claim sought to be added or
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: ( 1) whyﬁ‘ he amend-

ended

Rule 312 ‘was never: mtended to 'fprowde’ a
fo ed prosecution of appli-

ate, any one
masons 15 nsxdered suffi-

(2) more than a cursory review. of the. record
is. necessary, or (3) the amendment would in-
volve materially added work on the part of the
Office, e.g. checéng ‘excessive eéditorial changes
in the specification or. claims. .
Where. claims added by amendment under
rule 312 are all of the form of dependent claims,
some of the usual reasons for non-entry are less
likely to apply although questions of new mat-
ter, sufficiency of disclosure, or undue multi-
plicity of claims could arise.

See §§ 607 and 7 14 16(c) for addltlonal fee
requirements.

714.16(a) Amendments Under Rule
312, Copied Patent Clalms
[R—Zl]

See § 1101.02(g) for the procedure to be fol-
lowed when an amendment 1s received after no-
tice of allowance which includes one or more
claims copied or substantially copied from a

patent.

The entl}y of the copied patent claims is not
a matter of right. See § 714.19 item (4).

See §§ 607 and 714.16(c) for additional fee

requlrements

714.16(b) Amendment Under Rule
312 Filed With a Motion
Under Rule 231 [R-21]

Where an amendment filed with a motion
under rule 231(a) (3) applies to a case in issue,
the amendment is not entered unless and until
the motion has been granted. See § 1105.03.

Rev, 41, July, 1974

nt) in excess

\:‘,,addltmnal

) Amen(iments Under Rule
312, Handlmg [R41]

proposed amendment, file, and drawmg (if any)
to the group which allowed the agphcatlon. In
the event that the class and subclass in which
the application is classified has been transferred
to another gro fter the application was al-
lowed, the proposed amendment, file and draw-
ing (if any) are transmitted dlrectly to said
other group and. the Patent Issue Division noti-
fied. If the examiner who allowed the applica-
tion is still employed in the Patent Office but
not in said other groug he may be consulted
about the propriety of the proposed amendment
and given credit for any time spent in giving it
consideration.
. The amendment is PROMPTLY considered
by the examiner who indicates whether or not
its ent is recommended by writing “Enter-
3127, Not Enter” or “Enter In Part”
thereon in red ink i in the upper left corner.

If the amendment is favorably considered, it
is entered and a notice of entry (POL—271) is
prepared. No “Entry Recommended under
Rule 812” stamp is required on the amendment
or on the notice of entry in view of the use
of form (POL-271). The primary examiner
indicates his recommendation by stamping and
signing his name on the notice of entry form
(POL-271). .

If the examiner’s recommendatlon is com-
pletely adverse, a report giving the reasons for
non-entry is typed on the notice of disapproval
( POL-271) and signed by the primary exam-
iner.

The file, drawing, and unmailed notices
are forwarded to the supervisory primary ex-
aminer for consideration, approval, and mail-

in
%‘or entry-in-part, see § 714.16(e).
The filling out of the appropriate form by
the clerk does not signify that the amendment




prova.l of amend

The exanuner mdma&es
formal matters. by

ments ‘concerning  merely.
W’ntl “Enter" II” t
visory primary LC

§ 714.16. The notice of entry OL—271) is d&te
stamped and mailed by th examining -group.
If such amendm dis 1eT 1
whole or in part, they are handled hke thase
not underOrder3311.,;,, i e g o

714 l6(e) Amendments Under Bﬂe
312 EntrymPart [3-21]

The general rule that an amendment cannot
be entered in part and refused in part should
not ‘be relaxed)a but when, under rule 312, an
amendment, for exam le, 18 proposed contain-
ing a plurah of claims or amendments to
claims, some o chh may be entered and some
not, the acceptable cla.xms or. amendments
should be entered in the case. If necessary,
the claims should be renumbered to run com-
‘secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.

The examiner should then submit a report
(POL~-271) recommending the entry of the ac-
ceptable portion of the amendment and the non-
entry of the remaining portion together with
his reasons therefore. - The claims entered
should be indicated by number in this report.

Handling is similar to complete entry of a
rule 312 amendment.

If the application was filed on or after Om
ber 25, 1965, entry in part is not recommended
unless’ the fnll additional fee requlred, if
any, accompanies the amendment. See §§ 607
and 714.16(c).

714.17 Amendment Filed After the Pe-
riod for Response Has Expired

[R-35]
When an application is not prosecuted

within the period set for response and thereafter
an amendment is filed, such amendment shall

kt‘mn, but ot formally entered

M;ﬁle wmpper of the appkea.
. The examiner

tered

abandoned. See § T11.02.. 0

+The Patent Office has been recelvmg an ex-
cesswly large volume of petitions to revive based
primarily on the late filing of amendments and
other responses to official actions. Many of these
petitions indicate that the late filing was due to
unusual mail delays; however, the records gen-
emlly show that the ﬁlmg was only two or: three

pp i ants nd the
Oﬁce, the pmblems and expenditures of -time
and effort occasioned by abandonments and peti-
tions to revive, it is. d that responses to
official action be mailed to the Patent Office ‘at
least one, and preferably two, week(s) prior to
the expiration of the: period within which a
response is required. This suggestion is made in
he - interest of improving efficiency, thereby
pmvu]mg better service to the public. -

7 14-.18 Entry of Amendments [R——
T 41]

Amendments are stamped with the date of
their receipt in the group. It is’ 1mportant to
observe the distinetion which  exists between
the stamp which shows the date of rece ng
the amendment in the group (“Group
stamp) and the stamp bearing the date of re-
ceipt of the amendment by the Office (“Oﬂice
Date” stamp). The latter date, placed in the
left-hand corner, should always be referred to
in writing to the apphcant wzth regard to his
amendment.

All amendments received in the clerical sec-
tions are processed and with the applications
delivered to the su ory primary examiner
for his review and distribution to the examiners.

Every mail delivery should be carefully
screened to remove all amendments res dmg
to a final action in which a time penodxl};l
ning against the applicant. Such amendments
should be processed within the next 24 hours.

The purpose of this procedure is to ensure
uniform: and prompt treatment by the exam-
iners of all cases where the applicant is await-
ing a reply to a proposed amendment after final
action. By having all of these cases pass over
the supervisory primary examiner’s desk, he
will be made aware of the need for any special
treatment, if the situation so warrants. For
example, the supervisory primary examiner
will know whether or not the examiner in each
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not a flowed. Consequem
dhng will continue to 'b
rijretumed

+'The: amendment or letter is placed in the ,:ﬁle.
given its number as a paper in the application,
and its’ character endorsed on the ﬁle wrapper
in redink.’

When several amendments are made inan ap
plication on the same day no particular order
as to the hour of the receipt or the mailing of
the amendments can be assumed, but considera-
tmeftheeasemustbengenasfaraspos
sible as’ thougI h all the papers ﬁled were a'com-

ite e paper. -

poift;u;gxtry ‘of the: amendment the apphca-
tion ‘is: up for action.” It is placed on the
examiner’s desk, and: he s ‘responsible for its
proper disposal. ' The examiner should imme-
diately inspect the amendment as set forth in
§ 714.05.. ..After inspection if no.immediate or
special action is required, the application awaits
re-exammatlon in regular order.

714.19 Llst of Amendments, Entry
Denied [R—41] ‘

The following types of amendments are or-
dinarily denied entry:

1. An amendment presenting an unpatent-
able clalm, or a claim requiring a new search
or otherwise raising a new issue in a case whose
gerosecutlon before the primary examiner has

en closed, as where

(a) All clalms have been allowed,

(b) All claims have been finally re]ected (for
exceptions see §§ 714.12, 714.13, and 714.20(4)),

(e) Some claims allowed and remainder
finally rejected. See §§ 714.12 to 714.14.

2. Substitute specification that has not been
required and is not needed. See rule 125,
§8 608.01(q) and 714.20. If the exammer ap-
proves, it may be entered.

3. A patent claim suggested by the exam-
iner and not presented within the time limit
set or a reasonable extension thereof, unless
entry is authorized by the Commissioner. See
& 1101.02(f).

4, While copied patent claims are generally
admitted even though the case is under final
rejection or on appeal, under certain condi-
tions, the claims may be refused entry. See
8 1101.02(g).
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~ after the e
- set time limit for response. See § 714

‘ perly signed amen,d
attorney.:

the Patent .ﬁee

iration of the statutory germd or

7. An amendment so worded that:
be entered with certain accuracy. See § 714.23.

‘8. An amendment . cancelling:-all: of : the
claims and presenting no- substitute claim or
claims. See § 711.01.

9. An amendment in a case no longer within
the examiner’s jurisdiction with certain excep-
tionsin appheatxens inissue, except on approval
of t er. See § 714.16.
dravnng heId by the

matter are t en-

. An amendatory paper cort'unlnrr ‘objec-

tionable remarks that, in the opinion of the
examiner, :brings ‘it within the condemnation
of rule 3, will be submitted to the Commissioner
with a view toward its being returned to appll—
cant. See § 714.25. "

12. Amendments ' not in permanent ink.
Amendments on  so-called “easily -erasable
paper.” See § 714.07. . = -

13. ‘In an application filed before October 25,
1965, an amendment filed before the first ac-
tion increasing the number of claims when the
total of claims would be in excess of those sup-
ported by the filing fee. See § 714.10. _

14. In an application filed on or after October
25,1965, an amendment presenting claims (total
and mdependent) in excess of the number pre-
viously paid for,and

(a) not accompanied by any portzon of the
fee required, or

-(b) .prior to the first Oﬂice action or not in
response to an: Office action, and not accom-

panied by the fuil fee requlred or

(¢) the authorization for a charge agamst a
Deposit Account isnot in the form of a separate
paper (2 copies).

15. Examiners will not cancel claims on the
basis of an amendment which argues for certain
claims and, alternatively, purports to author-
ize their cancellation by the examiner if other
claims are u]lowed in re Willingham, 127 USPQ
211. -
While amendments falling within any of the
foregoing categories should not be entered by
the examiner at the time of filing, a subsequent
showing by applicant may lead to entry of the
amendment.




71420

- 714.20 List of Amendmen »din and that any desired changes in the original
_ Part [R——32] o _ specification must be made by specific amend-
A = ments. See also rule 125, and §608.01(l(11).

To avoid confusion of the record %aganeral It may be noted in this connection, however,
rule prevails that an amendment she not be  that the fact that a substitute specification, in
entered in part. As in the case of most other  the opinion of the examiner, contains new mat-
rules, the strict observance of its letter may  ter is not in itself a proper reason for refusing

sometimes work more harm than would result  entry thereof. ,

from its infraction, especially if the amend- (2) An amendment under rule 312, which
ment in question is received at or near the end  in part is approved and in other part disap-

gt T o b S oy s G0 e
“a an_un- art. . .

called-for and unnecessary substitute specifica- p’ (3) In ,§a case ggving some claims allowed
tlorﬁt:loglg vilt_}llngmend;torycllngg:r, ;gei%en&; and others finally rejected, where an amend-
glleter o4 (i)n Cp:lrt ra(:;;ler e:}';an arfaf‘} 3 Eﬂgry i, ~ ment is received at or near the close of the
toto. The substitute specification should be period for response cancelling the finally re-
denied entry and so marked, while the rest of ~ Jected claims and presenting one or more new

i ! ones which the examiner cannot allow, the

the pa hould be entered. Th: th ,
P o gty g iy amendment, after the period for response has

amended is acted on when reached in its turn, ! L
the applicant being advised that the substitute ~ ended, is entered to the extent only of cancelling

specification has not been required and is not the finally rejected claims. Of course, if any of
necessary and therefore has not been entered, the new claims were, in the examiner’s opin-
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sents be mude. The ex-
or inserted by said

y ana di ,

‘.gv%le'rye ﬂfxg:elﬁge};mn a%;eal_ {ure . larclaim may be amended only by directions to cancel
- (4) Where all of the claims are under final  or by rewriting such claim with underlining below the
rejection and the amendment cancels these  word or words added and brackets around the Word or
claims and presents new ones, only some of  words deleted. The rewriting of a claim in this form
which are deemed allowable by the examiner, Wil be construed as directing the cancellation of the

‘ - ’ : -original .claim; however, the. original claim number
followed by the parenthetical word “amended” must
be used for the rewritten claim. If a previously re-
writte: ' im is rewritten, underlining.and bracketing
will be applied in reference to the previously rewritten
claim with the parenthetical expression “twice
.amended,” “three:times amended,”. etc., following :the
original'claim number. . . . oo - .
..{e) ‘A particular claim may be amended in the man-
ner indicated for.the application in paragraph:(a) of
this rule to the extent:of corrections. in spelling, punc-
tuation; and typographical errors.. Additional amend-
ments in this. manner will be admitted. provided the
changes are limited to (1) deletions and/or (2) the
addition of no more than five words in any one claim.

arcz,sgevnll be entered onlyas to the formal
matter and ‘to any of the ~new1§ - presented
claims that may be deemed patentable.

amendm nying a mo- , : -an - one
tio(r?)gralgtgg onlvxiln p:?': :tl}(:zo':llggds;ne%t isen-  Any amendment submitted with instructions to amend
tered only to the extent that the motion was  Particular claims but failing to conform to the provi-
ranted Syee§ 1108, 2 sions of paragraphs (b) and (c) of this rule may be
g e acatn considered non:responsive and treated accordingly

T . e . . « 9y .k
anﬁ %Tii.ir'gilizjgy}i%iégegr:;zsl‘gifztg; os;?e Itr}lllé (d) \.Vhere ux'lderlining or brackets are intended to
enterable po rtions. fR.—Q?,} apx-lear in the printed patent or are properly part of the
* clainied ‘material ‘and not intended as symbolic of
changes in the particular claim, amendment by rewrit-
714.21 Amend:nents Inadvertenﬂy En- ing in accordance with paragraph (b) of this rule shall
te'red, NO Legal Eﬂ'ect [R—22] be prohibited.

If the clerk inadvert ently enters an amend- {e} In reissue applications, both the descriptive por-
ment when it should not have been ent ered, tion and the claims_ are to be amended as specified in
such entry is of no legal effect, and the same  P2r2g8raph (a) of this rule.
action is taken as if the changes had not been The term “brackets” set forth in rule 121
actually made, inasmuch as they have not been  means angular brackets, thus: [ ]. It does
legally made. Unless such unauthorized entry  not encompass and is to be distinguished from
is deleted, suitable notation should be made on  parentheses ( ). Any amendment using pa-
the margin of the amendatory paper, as “Not  rentheses to indicate canceled matter in a claim

Officially Entered”. rewritten under rule 121(b) may be held non-
If it is to be retained in the file an amendatory ~ responsive in accordance with rule 121(c).
paper, even though not entered, should be given Where, by amendment under rule 121(b), a

a paper number and listed on the file wrapper  dependent claim is rewritten to be in inde-
with the notation “Not Entered”. See Rule 3  pendent form, the subject matter from the prior
and § 714.25, for an instance of a paper which  independent claim should be considered to be
“added” matter and should be underlined.

may be returned.
714.22 Entry of Amendments, Direc- 714.23 Entry of Amendments, Direc-
tions for [R-35] tions for, Defective [R-22]
Rule 121. Manner of making amendments. (a) Era- The directions for the entry of an amend-

sures, additions, insertions, or alterations of the Office ment may be defective, as, inaccuracy in the
file of papers and records must not be physically line designated, or lack of precision where the
entered by the applicant. Amendments to the applica- word to which the amendment is directed oc-
tion (excluding the claims) are made by filing a paper curs more than once in the specified line. If it
(which should conforma to rule 32), directing or re- is clear from the context what is the correct
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datory paper In the next ‘0 cef»a‘efwn
" plicant should be informed of this altera-
~ tion 1n his amendatory paper and the entry of

the amendment as thus amended.  He will also
be informed of the nonentry of an amendment
where defective directions and context leave
doubt as to the mtent of apphcant

714.24 Amendment of Amendment
, - [R-25] . | R N
URule’ 124. Amendment of amendments When an
, amendatory clause fs to be amended, it should be
'whouy rewritten kami the original insertion mneeled,
80 that no’interlineations or deletions shall: appear in
the ‘clanse as finally’ pmsented ‘Matter canceled by
amendment can be reinstated only by ‘a“subseguent
'amendment presenﬁng the canceled matter a8 a’ new
insertion :

However, where a relatlve]y small amend-
ment to a previous amendment can be made
easily without causing the amendatory matter
to be obscure or difficult to follow, such small
amendment should be entered.

714.25 Discourtesy of Applicant or At-
torney [R-25]

Rule 8. Business to be conducted with decorum and
courtesy. Applicants and their attorneys or agents
are required to conduact their business with the Patent
Office with decorum and courtesy. Papers presented
in violation of this requirement will be submitted to
the Commissioner and will be returned by his direct
order. Complaints against examiners and other em-
ployees must be made in communications separate
from other papers.

All papers received in the Patent Office should
be briefly reviewed by the clerk, before entry,
sufficiently to determine whether any discourte-

ous remarks appear therein.
If the attorney is discourteous in the remarks

or arguments in his amendment, either the dis-
courtesy should be entirely ignored or the
paper submitted to the group director with a
view toward its being returned.

715 Swearing Back of Reference-Affi-
davit or Declaration Under Rule

131 [R-25]
Rule 131. Afidavit or declaration of prior invention to
overcome cited patent or publication. (a) When any

Rev. 35, Jan. 1973

'ence to a tﬁm mmm or: to a prinmd pémteaﬁbn,

and the appﬁmﬂt shail make oath or declaration as to
facts showmg a eompienon of the invention «in . this
country hefore the fling date’ of the -applieation on

5 Which the domestic mtent issuted, or before the date of

the ‘foreign. mteﬁt ‘or before ‘the “date of ‘the ‘printed
publication, then the patent or pubhcatnon cited shall
not bar the granf: 0!’ a patent to the applicant, unless
the date of s&cﬁ mtent or printed pubhcatmn be more
than one year prmr to the dafte on which the applicatlon
wasﬁledinthmwuntry i

(b) The sbmring of facts shall be such, In charac-
ter and weight, as to estabnsh reduction to practlce

tion of the !nventm prior to the eﬂ’eﬂtive dnte of the
reference conpm wit.h due diligence from sam date to
a subsequent reéucﬁon to practice or to the ﬂling of
the: application. Original exhlbits of. drawings OT. Tec-
ords, or photocepies thereof, must accompany and form
part of the afBdavit or declaration or their absence
satisfactorily explained.

Any printed publication dated prior to an
applicant’s effective filing date, or any domestic
patent of prior filing date, which is in its dis-
closure pertinent to the claimed invention, is
available for use by the examiner as a reference,
either basic or auxiliary, in the rejection of the
claims of the application.

Such a rejection may be overcome, in certain
instances noted below, by applicant’s filing of
an affidavit or declaration under rule 131, known
as “swearing back” of the reference.

Affidavits or declarations under rule 131 may
be used: ‘

(1) Where the date of the foreign patent or
that of the publication is less than one year
prior to applicant’s effective filing date.

(2) Where the reference, a U.S. Patent, with
a patent date less than one year prior to apph-
cant’s effective filing date, shows but does not
claim the invention.

An affidavit or declaration under rule 131 is
not appropriate in the following situations:

(1) Where reference publication date is
more than one year back of applicant’s effective
filing date. Such a reference is a “statutory
bar”.

(2) Where the reference U.S. patent claims
the invention. See § 1101.02(a).

(8) Where reference is a foreign patent for
the same invention to applicant or his legal
representatives or assigns issued prior to the
filing date of the domestic application on an
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to the filing date of : ¢ application.
cant’s parent application or an International
Convention proved filing date is prior to the
effective date of the reference, affidavit or
declaration under rule 131 is unnecessary be-
ccuse the reference is not used. See §§ 201.11 to
201.15. E

(5) Where the reference is a prior U.S. pat-
ent to the same entity, claiming the same inven-
tion, the question involved is one of ‘“double
patenting.’ :
(6) Where the reference is the disclosure of
a prior U.S. patent to the same party, not co-
pendin%, the question is one of dedication to
the public. G T

Should it be established that the portion of
the patent disclosure relied on as the reference
was introduced into the patent application by
amendment and as such was new matter, the
date to be overcome by the affidavit or declara-
tion is the date of the amendment. In re Willien
et al., 1935 C.D. 229; 24 USPQ 210.

It should be kept in mind that it is the re-
jection that is withdrawn and not the refer-
ence.

(4) Where the effective filing date of appli-

108.1

T15.01()

- 715.01 Reference Claims Forelgn Fil-

ing Date [R-22]
The effective date of a United States Patent

for use as a prior art reference is not aff

by the foreign filing date to which the patentee
may be entitled under 85 U.S.C. 119. In re
Hilmer, 833 O.G. 13, 149 USPQ 480 (CCPA
1966) ; Lily et al. v. Brenner, 153 USPQ 95
(C.A.D.C.1967). Thereference patent is effec-
tive as of the date the application for it was filed
in the United States (35 U.S.C. 102(e) and
103). Hazeltine Research, Inc. et al. v. Bren-
ner, 824 O.G. 8; 147 USPQ 429; 382 U.S. 252
{(U.S. Supreme Court 1965). :

715.01(a) Reference a Joint Patent to
Applicant and Another
[R-25]
When subject matter disclosed but not
claimed in a patent issued jointly to S and an-

- other is claimed in a later application filed by

S, the joint patent is a valid reference unless
overcome by affidavit or declaration under rule
131. In re Strain, 1951 C.D. 252; 89 USPQ 156:
38 CCPA 933. Disclaimer by the other patentee
should not be required. But see § 201.06.
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by th ame
sity ‘of filing an

6131, The common assignee does not’ obtam
any rights in'this regard by virtue of common
ownershlp which ‘he wauki not have in the ab-
sence of common ownership. In re Beck et al,
1946 C.D, 398; 590 O.G. 357; Pierce v. Watson,
124 USPQ 356 In e Frllebte and Welsz, 162

USPQ 163

715 01 (c) Referenee Is Puhllcatlon of
, " Applicant’s Own Inventlon
[R291

" Unless it 1s a statutory bar, a re ectlon ona
publication may be overcome by a s owing that
it was published either by applicant himself or
in his behalf, Ex parte Lemieux, 1957 C.D. 47;
725 0.G. 4; Ex parte Powell et al.,, 1938 CD
15; 4890G 231.

When ‘the unclaimed subject matter of a
patent is apphcant’s own invention, a rejection
on that patent may be removed by the patentee
filing an affidavit establishing the fact that he
derived his knowledge of the relevant subject
matter from applicant. Moreover, applicant
must further show that he himself made the
invention upon which the relevant disclosure
in the patent is based. In re Mathews, 161
USPQ 276; 56 CCPA 1033. In re Facius, 161
USPQ 294; 56 CCPA 1348. See also § 201.06.

Co-ATTHORSHYP

Where the applicant is one of the co-authors
of a publication, cited against his application,
he is not required to file an affidavit or declara-
tion under rule 131. The publication may be
removed as a.reference by filing a disclaiming
affidavit or declaration of the other authors. Ex
parte Hirschler, 110 USPQ 384.

715.02 General Rule as to Generic
Claims [R-22]

A reference applied against generic claims
may (in most cases) be antedated as to such
claims by an affidavit or declaration under rule
131 showing completion of the invention of only
a single species, within the genus, prior to the
effective date of the reference (assuming, of

109

715.05

course, that the reference is'not a statutory bar
or a patent claiming the same invention). See,
however, § 715 03 fvar pmtl rela.tlve to cham

715 03 Practlce Relatwe to Chemlcal
Cases [R—34] , ~

In chemical cases, where generic claims have
been rejected on a reference which discloses a
species not antedated by the affidavit or declara-
tion, the rejection mli not ordinarily be with-
drawn unless the applicant is able to establish
that he was in possession of the generic inven-
tion prior to the effective date of the reference.
In other words, the affidavit or declaration un-
der rule 131 must show as much as the mini-

mum - disclogure required by a patent specifica-
tion to furnish support for a generic claim.
~“The principle 1s well established in chemical
cases, and in cases involving compositions: of
matter, that the disclosure of a species in a cited
reference is sufficient to prevent a later appli-
cant from obtaining generic claim.” In re
Steenbock, 1936 C.D. 594; 473 O.G. 495.
Where the only pertinent disclosure in the
reference is a single species, which species is
antedated by the affidavit or declaration, the
reference is overcome. In re Stempel, 1957 C.D.

200; 717 O.G. 886.

MarguUsH Tm Craix

Where a claim reciting a Markush group is
rejected on a reference disclosing but not claim-
ing a specific member of the group, the reference
cannot be avoided by an affidavit or declaration
under rule 131 showing different members of

the group.

715.04 Who May Make Affidavit or
Declaration [R-22]

A. The Inventor.

B. One of two joint inventors is accepted
where suitable excuse is given for failure of the
other applicant to sign. In re Carlson et al, 1936
C.D.95;462 O.G. 479.

C. The Assignee or other party in interest
when it is not possible to produce the affidavit
or declaration of the inventor. Ex parte Foster,
1903 C.D.213; 105 O.G. 261.

715.05 Patent Claiming Same Inven-
tion [R-29]

When the reference in question is a non-
commonly owned patent claiming the same 1n-
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‘than one

a lication being exa,mmed f\:a J lxcant srem— . :f ; i

e 3 ; by 5 1890 C.D. 109; 52 0.G. 309.

.. The affidavit or. . declaration must state
'FACTS and. produce such documentary evi-

, if any, must be by way of rule 204 instead
of rule 131. The examiner should therefore take

note whether the status of the patent as a-ref-

erence is that of a PATENT or a PUBLICA-
TION. If the patent is claiming the same in-
vention as the application, this fact should be
noted in the Office action. . The reference patent
can then be overcome only bg? way of interfer-
ence. Note, however, 35 U.S.C. 135, § 1101.02
7 1507 : Facts and : il‘)o‘clini\’exyntm"yy' - Evi-

- The essential thing to be shown under rule
131 is priority of invention and this may be
done by any satisfactory evidence of the fact.
FACTS, not conclusions, must be alleged, and
they must be shown by evidence in the form of
exhibits accompanying the affidavit or declara-
tion. Each exhibit relied upon should be specifi-
cally referred to in the affidavit or declaration,
in terms of what it is relied upon to show. For
exarlgxegle, the allegations of fact might be sup-
ported by submitting as evidence one or more of
the following:  © o :

(1) attached sketches;

2) attached blueprints;

53) attached photographs;

(4) attached reproductions of notebook
entries; . . ‘
~ (5) an accompanying model;

6) attached supporting statements by wit-
nesses, where verbal disclosures are the evidence
relied upon. ' ‘

- If the dates of the exhibits have been removed
or blocked off, the matter of dates can be taken
care of in the body of the oath or declaration.

The dates in the oath or declaration may be
the actual dates or, if the applicant does not
desire to disclose his actual dates, he may merely
allege that the acts referred to occurred prior
to a specified date.

A %eneral allegation that the invention was
completed prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 C.D.
23;23 0.G. 1224. ,

“If the applicant made sketches he should so
state, and produce and describe them; if the
sketches were made and lost, and their contents
remembered, they should be reproduced and
furnished in place of the originals. The same
course shonld be pursued if the disclosure was
by means of models. If neither sketches nor
models are relied upon, but it is claimed that
verbal disclosures, sufficiently clear to indicate
definite conception of the invention, were made

Rev. 42, Oct. 1974

 should state as nearly as possible
' : rting knowledge of
g ,,?“;Parte Donovan,

e,

dence and exhibits in support thereof as are
available to show conception and completion of
invention IN THIS COUNTRY, at least the
conception being at a date prior to the effective
date of the reference. Where there has not been
reduction to practice prior to the date of the
reference, the applicant must also. show
diligence - in the completion of his invention
from a time just prior to the date of the refer-
ence continuously up to the date of an actual
reduction te practice or up to the date of filing
his application .(filing constitutes a constructive
reduction to practice, rule 131). R
““A’‘eonception of an’ invention, though evi-
denced by disclosure, drawings, and even a
model, is not a complete invention under the
patent laws, and confers no rights on an inven-
tor, and has no effect on a subsequently granted
patent to another, UNLESS HE FOLLOWS
IT WITH REASONABLE DILIGENCE
BY SOME OTHER ACT, such as an actual
reduction to practice or filing an application for
a patent. Automatic Weighing Mach. Co. v.
Pneumatic Scale Corp., Limited, 1909 C.D. 498;
139 0.G.991. e

‘Conception is the mental part of the inven-
tive act, but it must be capable of proof, as by
drawings, complete disclosure to another per-
son, ete. In Mergenthaler v. Scudder, 1897 C.D.
724; 81 O.G. 1417, it was established that con-
ception is more than a mere vague idea of how
to solve a problem; the means themselves and
their interaction must be comprehended also.

The facts to be established under rule 131
are similar to those to be proved in interfer-
ence. The difference lies in the way in which
the evidence is presented. If applicant disagrees
with a holding that the facts are insufficient to
overcome the rejection, his remedy is by appeal
from the continued rejection. .

Disclosure Documents (§ 1706) may be used as
documentary evidence.

715.07(a) Diligence = [R-22]

Where conception occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enough merely to allege that ap-
plicant had been diligent. Ex parte Hunter,
1889 C.D. 218; 49 O.G. 733. _

What is meant by diligence is brought out 1n
Christie v. Seybold, 1893 C.D. 515; 64 O.G.




duction to practi I al consideration.
The “lapse of time between the completion or
reduction to practice of an invention and the
filing of an application thereon” (Ex parte
Merz, 75 USP&Z%) is not relevant to a rule
131 affidavit or. declaration. Lt

715.07(b) Interference Testimony
~  Sometimes Used [R-25]
In place of an affidavit or declaration the
testimony of the applicant in an interference
may be sometimes used to antedate a reference
in lieu of a rule 131 affidavit or declaration.
"The part of the testimony to form the basis
of priority over the reference should be pointed
out. Ex parte Bowyer, 1939 C.D. 5; 42 USPQ
526. _

715.07(c) Acts Relied Upon Must
Have Been Carried Out in
This Country [R-44]

The affidavit or declaration must contain an
allegation that the acts relied upon to establish
the date prior to the reference were carried out

in this country. See 35 U.S.C. 104.
35 U.8.C. § 104. Inverntion made abroad. In proceed-

=—p=ings in the Patent and Trademark Office and in the

courts, an applicant for 2 patent, or a patentee, may
not establish a date of imvention by reference to knowi-
edge or use thereof, or other activity with respect
thereto, in a foreign comntry, except as provided in sec-
tion 119 of this title. Where an invention was made by
a person, civil or military, while domiciled in the
United States and serving in a foreign country in con-
nection with operations by or on behalf of the United
States, he shall be entitled to the same rights of prier-
ity with respeci to suek invention as if the same had
been made in the United States.

715.07(d) Disposition of Exhibits
[R-34]

Exhibits, such as those filed as part of an
affidavit or declaration under rule 131, that are
too bulky to be placed in the application file are
retained in the examining group until the case
is finally disposed of. When the case goes to
issue (or abandonment) the exhibits are sent
to the Supply and Receiving Section, notation to
this effect being made on the margin of the
affidavit or declaration. See § 608.03 (a).

111

-of s - of affidavits or
declarations under rule 131 should be reviewed
and decided by a primary examiner.. -

Review of questions of formal sufficiency and 1
propriety are by petition to the Commissioner.
Such petitions are answered by the group
directors. (§ 1002.02(c), item 4(e))

Review on the merits of a rule 131 affidavit or
declaration is to the Board of Appeals.

715.09 Seasonable Presentation

Affidavits or declarations under rule 131 must
be timely presented in order to be admitted. Affi-
davits and declarations submitted prior to a final
rejection are considered timely.

An affidavit or declaration presented with a
first response after final rejection for the pur-
pose of overcoming a new ground of rejection or
requirement made in the finai rejection 1s
entered and considered without a showing under
rule 116(b). No other affidavit or declaration
under rule 131 presented after final rejection
will be considered unless a satisfactory showing
is made under rule 116(b) or 195.

All admitted affidavits and declarations are
acknowledged and commented upon by the
examiner in his next succeeding action.

For affidavits or declarations under rule 131
filed after appeal see rule 195 and § 1212.

716 Affidavits or Declarations Travers-
ing Rejections, Rule 132 [R-25]
Rule 182. Afidavits or declarations traversing

grounds of rejection. When any claim of an application
is rejected on reference to a domestic patent which sub-
stantially shows or describes but does not claim the
invention, or on reference to a foreign patent, or to a
printed publication, or to facts within the personal
knowledge of an employee of the Office, or when re-
jected upon a mode or capability of operation attributed
to a reference, or because the alleged invention is held
to be inoperative or lacking in utility, or frivolous or in-
jurious to public health or morals, affidavits or declara-
tions traversing these references or objections may be

received.

NOTE THAT RULE 132 IS NOT APPLI-
CABLE TO A REJECTION BASED ON A
U.S. PATENT WHICH CLAIMS THE RE-
JECTED INVENTION.

It is the responsibility of the primary ex-
aminer to personally review and decide whether
affidavits or declarations submitted under rule
132 for the purpose of traversing grounds of
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- falling under thisrule. =~

. ]‘e;iti-ons? in ‘the ’.rulei‘fis ‘merely
‘exemplary. All affidavits or declarations pre-

~sented which do not fall within or under other

specific rules are to be treated or considered as

Affidavits or declarations under r,,ille‘ 1v32;m115t
be timely ‘presented in order to be admitted.

Affidavits and declarations submitted prior to a

final rejection are considered timely. .~

first, response after final rejection for the pur-
pose of overcoming a new ground of rejection

or requirement made in the final rejection is
entered and considered without a showing under
rule 116(b). No other affidayit or declaration
under rule 132 presented after final rejection
will be considered unless a satisfactory showing
is. made under rule 116(b) or 195. o

All admitted affidavits and declarations are
acknowledged and commented upon by the
examiner in his next succeeding action.

The following criteria are applicable to all
affidavits . or declarations ‘sulr)’mitted, under
rule 132: it e b v oo 3

(1) Affidavits or declarations must be timely
or seasonably filed to be entitled to considera-
tion. In re Rothermel et al., 1960 C.D. 204; 125
USPQ 328. Affidavits or declarations not timely
filed must meet the requirements of rule 195.

- (2) Affidavits or declarations must set forth
facts, not merely conclusions. In re Pike et al.,
1950 C.D. 105; 84 USPQ 235. The facts pre-
sented in the affidavits or declarations must be
pertinent to the rejection. In re Renstrom, 1949
C.D. 306; 81 USPQ 390. Otherwise, the affi-

davits or declarations have no probative value. -

(8) Affidavits or declarations should be
scrutinized closely and the facts presented
weighed with care. The affiant’s or declarant’s
interest is a factor which may be considered,
but the affidavit or declaration cannot be disre-
garded solely for that reason. In re McKenna
et al., 1953 C.D. 251; 97 USPQ 348; 203 F.2d
717; Bullard & Co. v. Coe, 1945 C.D. 13; 64
USPQ 359; 147 F.2d 568.

Rule 132 affidavits or declarations may be
classified in five groups, and such affidavits or
declarations must conform, in addition, to the
established criteria and standards for the group
into which they fall. These groups and the
applicable standards are:
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 An affidavit or declaration presented with a significant, explanation should be re%ulred. In

on and not other

1946 C.D. 22;

 F.2d 651, and the com.

must be with disclosure identical (not

similar) with that of the reference. In re Tatin-
-cloux, 1956 C.D. 102; 108 USPQ 125; 43 CCPA

722. Otherwise, the affidavits or declarations
have no probative value.

Where the comparison is not identical with
the reference disclosure, deviations therefrom
should be explained—in re Finley, 1949 C.D.
28481 USPQ 383;36 CCPA 999 and if not ex-
plained should be noted and evaluated, and if

. 1960 C. SPQ 281;
47 CCPA 1084. Otherwise, the affidavits or
declarations may be entitled to little weight.

- Where the comparison shows unexpected re-
sults or advantages, it should be compared with
the application %7 '

re Armstrong, 1960 C.D. 422; 126 U,

isclosure, since recitals of the
specification are controlling. Abbott v. Coe,
1940 C.D. 13; 109 F.2d 449. In re Rossi, 1957
C.D. 130; 112 USPQ 479; 44 CCPA 750. Ad-
vantages not disclosed carry little or no weight
in establishing patentability.

Affidavits or declarations setting forth ad-
vantages and asserting that despite familiarity
with the art, the claimed subject matter was not
obvious to affiants or declarants, do not afford
evidence of non-obviousness, where the advan-
tages relied upon are merely those which would
result from following the teaching of the prior
art. In re Henrich, 1959 C.D. 353; 122 USPQ
388; 46 CCPA 933.

2. OPERABILITY OF APPLICANT'S DIsCLOSURE

Since it is the examiner’s duty to pass upon
the operativeness of any invention which he is
called upon to examine he is free to express
his opinion on that question so long as he
gives reasons for his holding with clarity and
completeness. Therefore, he need not support
every rejection on inoperativeness with refer-
ences, affidavits or declarations. In re Quattle-
baum, 8¢ USPQ 383. :

Affidavits or declarations attempting to show
that the structure deemed inoperative was seen
in operation by persons who vouch for its op-
erability, are insufficient. In re Perrigo, 1931
C.D. 512, 48 F.2d 965.

Where the invention involved is of such a
nature that it cannot be tested by known sci-
entific principles, theoretical arguments in af-
fidavit or declaration form are unacceptable,
and the only satisfactory manner of overcoming
the rejection is to demonstrate the operability
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by construction and operation of the invention.  cludes the presumption of operability—Metro-
Buck v. Ooms, 1947 C.D. 33; 72 USPQ 211; 159  politan Eng. Co. v. Coe, 1935 C.D. 54; 78 F.2d
F.2d 462. In re Chilowsky, 1956 C.D. 155; 108 ~ 199. Examiners should not express any opinion
, USPQ 321; 43 CCPA 775. on the operability of a patent. Therefore af-

\ ‘ fidavits or declarations attacking the operability
3. INOPERABILITY OF REFERENCES of a patent cited as a reference, though entitled

Since every patent is presumed valid (35 to consideration, should be treated, not as con-
U.S.C. 282), and since that presumption in-  clusive of the factual matter presented, but

. 112.1 Rev. 44, Apr. 1975




oduce the product
such’ presump

34CP LT, ban Rk
USPQ 478; 37 CCPA.884. . . . . ..
Where the affidavit or declaration presented
asserts inoperability in some features of the
patent. as to which it was not. relied upon, the
matter is of no concern. In re Wagner, 1939
C.D. 581; 26 CCPA 1193; 103 F.2d 414.

- Where the affidavit-or declaration asserts in-
operability of the process disclosed in the refer-
ence for producing the claimed product, which
product is fully disclosed in the reference, the
matter is of no concern. In re Attwood, 1958
C.D. 204; 117 USPQ 184; 45 CCPA 824.

Where the affidavit or declaration presented
asserts that the reference relied upon is inopera-
tive, it is elementary that the claims presented
by applicant must distinguish from the alleged
inoperative reference disclosure; therefore the
matter is of no concern. In re Crecelius, 1937
C.D. 112; 24 CCPA 718; 86 F.2d 399: In re
Perrine, 1940 C.D. 465; 27 CCPA 1127; 111
F.2d 177: Inre Crosby, 1947 C.D.35; 71 USPQ
73; 3¢ CCPA. 701.

Affidavit or declaration by patentee that he
did not intend his device to {)e used as claimed
by applicant is immaterial. In re Pio, 1955 C.D.
59; 104 USPQ 177; 42 CCPA. 746.

4, CoMMERCIAL SUCCESS

Affidavits or declarations submitting evidence
of commercial success can have no bearing in a
case where the patentability over the prior art
is not in doubt. In re Jewett et al, 1957 C.D.
420; 115 USPQ 134; 247 F.2d 953 : Inre Trout-
man, 1960 C.D. 308; 126 USPQ 56; 47 CCPA
308.

Affidavits or declarations showing commercial
success of a structure not related to the claimed

-attribute commer-

 “described and

) ) definite language

have little or no evidenciary value. In re Trout-

g{i}%ﬁ, 1960 .C.D. 308; 126 USPQ 56; 47 CCPA

Where affidavits or declarations show com-

mercial success it must appear that such success

resulted from the invention. as claimed. In re

Hollingsworth, 1958 C.D. 210; 117 USPQ 182;

45 CCPA 830. Otherwise the aflidavit or decla-
ration showing is non-pertinent. -

5. SUFFICIENCY 'OF DIsCLOSURE

- Affidavits or.declarations presented to show
that the disclosure of an apphication is sufficient
to. one skilled in the art are not.acceptable to
establish facts which the specification itself
should recite. In re Smyth, 1951 C.D. 449; 90
USPQ 106; 38 CCPA. 1130. | ‘

~ Affidavits or declarations purporting to ex-
plain the disclosure or to interpret the disclosure
of a pending application are usually not consid-
ered. In re Oppenauer, 1944 C.D. 587; 62 USPQ
297 31 CCPA 19248. ‘ ‘

717  File Wrapper

717.01 Papers in File Wrapper
[R-22] .

Full details for processing file wrapper papers
are given in the Manual of Clerical Procedures.
Papers that do not become a permanent part of
the record should not be entered on the “Con-
tents” of the file wrapper. No paper legally
entered on the “Contents” should ever be with-
drawn or returned to applicant without special
authority of the Commissioner. Certain oaths
executed abroad are returned but a copy is re-
tained in the file. See § 604.04(a).

717.01(a) Arrangement of Papers in
File Wrapper [R-40]

Until revision for allowance, the specifica-
tion, amendments and all other communications
from applicant are fastened to the left side (cen-
ter fold) of the file wrapper. They are in in-
verse chronological order; that is, the commu-
nication with the latest “Mail Room” date is on
top. A similar arrangement is followed on the
right side, where Office actions and other com-
munications from the Office are fastened, ex-
cept that the print is always kept on top for
the convenience of the examiner.

Rev. 40, ‘Apr. 1074



bae U ~ copy.

hose papers required by

the prlnter are placed in the left s1de (eenter

secnon) of the file-wrapper. < -

“The’ use of return. seif-addressed post cards
as a rece1pt is covered in § 503. o

The prints. of z:he dmwmg are . fastened in-
side the file wrapper by the Customer Services
Division. A ‘paper mzmber 1s asmgned by the
clerk of‘the group.

" The white paper prmts shall alwaw be kep’%
on top of the papers on the rlght of the file
wrapper.

All prints and mLed aketches subsequentlv
filed to be part of the record should be en-
dorsed with the date of their receipt in the
office and given their appropriate paper num-
ber. Note § 608.02(m}. , :

Data Entered on File Wrapper
[R-37]

See also §§ 707.10, T17.01. |

If the examiner notices an error in any of
the data originally entered on the file wrap-
per, he should have it corrected by the Appli-
cation Division.

717.02
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clerk of the'group,
mg canceled ’ I

717 02 (‘b) Name or Resulence of In-
7 ventor' or Tltle Cllanged
{R-—37]

The dlstmetmn between “res1dence a.nd Post
Oi‘ﬁce address should not be lost sight of. "

' Section 605.04( e} explainsthe procedureto be
followed concerning sending the application to
the  Assignment’ Division and the prhcatmn
DlVlSlon ‘when applicant changes name.

Unless specifically requested” by apphcant
the residence will not be changed on the file.
For example, if a new oath gives a different
residence from the orlgmal the ﬁle ‘will not
be changed :

717.03 Classnﬁcatlon Durmg Examma
tion [R-40]

When a new case is received in an examin-
ing group, the classification of the case and the
initials or name of the examiner who will ex-
amine it or other assigned docket designation
are noted in pencil in the upper lefthand corner
of the first sheet of the “heavy paper” (pink or
buff) print and in the designated spaces on the
file wrapper. These notations should be kept
current.
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which the clauns are to be found. G

The preprinted. series of claim numbers ap-
pearing on the file wrapper refer to the claim
numbers as originally é)led while the adjacent
column should be used for the entry of the final
numbering of the allowed claims.” . =

Independent claims should be desi ated in
the Index. of Claims by encn'chng the claim
number in red ink.

A line in red ink should be drawn below the
number corresponding to the number of claims
originaliy presented. - Thereafter, a line in red

ink should be drawn below the number corre- -

sponding to the highest numbered claim added
by each amendment. = Just outside the Index of
Clalms form opposite the number correspond-
ing to the first claim of each amendment there
should ‘be placed the letter designating the
amendment.

If the claims are amended in rewritten form
under rule 121(b), the original claim number
should not be stricken from the Index of Claims
but a notation should be made in red ink in the
margin to the Jeft of the original claim number,
1e. “Amend 17; if the claim is rewritten a sec-
ond time, “Amend. 1” should be changed by
striking out “1” and inserting “2* aboxe it.

As any claim is canceled a line in red ink
should be drawn through its number.

A space 1s provided for completion by the
examiner to indicate the date and type of each
Office action together with the resulting status
of each claim. A list of codes for 1dent1fv1ng
each type of Office action appears below the
Index. At the time of allowance. the examiner
places the final patent claim numbers in the
column marked “Final”.

717.05 Field of Search [R-18]

In each action involving a search, the exam-
iner shall endorse, on the flap of the file wrap-
per, the classes and subclasses and publications
searched, the date when the search was made
or was brought up to date and the examiner’s
initials, all entries being in BLACK INK.
Great care should be taken, inasmuch as this
record is important to the history of the ap-
plication.

717.06 Foreign Filing Dates [R-38]
See §§ 201.14(c), 202.03 and 201.14(d).

115

: ;Rule 292 Publw use pmccedmya (a) When ‘a peti-

tR-42]

fion for the: institution of public use w‘:)ceedmgs, sap-
ported by afidavits ‘or declarations, is-filed by one hav-
ing information of the pendency of an application and
is found, on reference to the primary examiner, fo
make @ prima: facie showing that the ‘invention in-
volved in an interference or claimed in an application
believed to be on file had been in public use or on sale
dne year before the filing of ‘the application, or before
the date alleged by an interfering party in his prelimi-
nary stateément or the daté of ‘invention established by
such’ partv, a-hedaring may be had’ before the Cominis-
sioper- to detérmine Whether a’ public use ‘proceeding
should be instituted: 'If instituted, times may be set for
taking testnnony, ‘whick shall be'taken as provlded by
riiles 271 to 286. The petitioner will be heard in the
proceedings but after decision therein will not be heard
further in the prosecution of the application for patent.

{b) The"petition 'and accompanying papers should
be filed in duplicate, or served upon the applicant, his
attorney or agent of record, and petitioner should offer
to Dear -any expense to which the Office may ’be put in
connection with the proceeding.

Public use proceedmgs are prov1ded for in
Rule 292. The institution of public use proceed-
ings is discretionary with the Commissioner.
This section is intended to provide guidance
when a question concerning public use proceed-
ings arises.

A petition is required to mltlate consulera-
tion of whether to institute a public use proceed-
ing. The petitioner ordinarily has information
concerning a pending application which claims
subject matter that the petitioner alleges was In
“public use"” or “on sale” in this country more
than one year prior to the effective United States
filing date of the pending application (see 35
T.S.C.. Section 119, 1st paragraph, and Section
120). He thus asserts that a statutory bar (35
U.S.C. 102(b)) exists which prohibits the pat-
enting of the subject matter of the application.

There are two types of public use proceed-
ings: ex parte and inter partes. It is important
to understand the difference. In the ex parte
situation, the petitioner is not' entitled, as a
matter of right, to inspect the pending flpphca-
tion. Thus, he stands 1n no better position than
any other member of the public regarding access
to the pending application. In the inter partes
situation, the petitioner is involved in an inter-
ference with the pending application, and now
wishes to assert that the claims of the pending
application (often the counts of the interfer-

Rev. 42, Oct. 1874




226),‘.«,,Thus, . pointed.out be

in the inter partes smuatlon pari:mxpates in the
public use proceedings to a greater degre:
in the ez parte sitnation. A petitioner who was
once involved in a terminated interference with
a pending application is no longer privy to the
application: contents and  will- aemr%imgly be
treated asan ex pm'te petmoner alie

720 01 Prehmmary Hand!mg [R—42]

A petltlon ﬁled under rule 292 should be for-
wa,rded to the Solicitor’s Office, and served. in
accordance with rule 292(b). In addition, all
other papers filed relating to the petition or Sub-
sequent dpubhc use_proceeding must be served
in accordance with rules 247 and 248. A member
of the Solicitor's staff will ascertain whether
the formal requirements of rule 292 have been
fulfilled. In particular, the
viewed to see. 1f the alleged use or sale occurred
more .than one year before the effective. filing
date of the application, whether the. petition
contains affidavits and exhibits to establish the
facts alleged, whether there is an offer to. bear
expenses, whether there is an offer to produce
witnesses having knowledge of .the public use
or sale, and whether the paﬁers have been filed
in duplicate, or one copy has been served on
applicant. The application file is ordered and its
status ascertained so that a')propnate action
may be taken. Where the appllcatmn is involved
in an interference, the interference proceedings
will not normally be suspended if the proceed-
ing has entered the testimony period. Whether
the interference proceeding is suspended for
institution of the public use proceeding -is
normally determined by the patent interference
examiner.

In those ex parte situations where a petitioner
cannot identify the pending application by
serial number, the petition papers will be for-
warded to the appropriate group director for
an identification search. Once the application
file(s) is located, it should be forwarded to the

Solicitor’s Office.

720.02 Examiner Determination of
Prima Facie Showing [R-42]

Once the Solicitor’s staff member has deter-
mined that the petition meets the formal re-
quirements of rule 292, and the application’s
status warrants consideration of the petition,
he will prepare a letter for the Assistant Com-
missioner for Patents, forwarding the _petition
and the application file to the examiner for
determination of whether a prima facie case
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than ¢

petition will be re-

will'also be forwarded to the examiner. Whether :
additional papers are accepted is within the dis-

cretion of the Sohcltor s staff member. However,

protracted paper filing is discouraged since the

parties should endeavor to present their best

case as to the prima facie showing at the earliest

possible time. No oral hearings or interviews
will be granted ‘at this stage, and the exammer

is' cautioned not to answer any mqulrles by the‘
petitioner or applicant.

" A prima facie case is estabhshed by the petl-
tio 1fthe ,exammer finds that the facts asserted
in the affidavit(s), as supported by the exhibits,
if later proved true by testimony taken in the
public use proceeding, would result in'a statu-
tory bar to the claims under 85 U.S.C. 102(b).

To make this determmatlon, the examiner
must identify exactly whaet was in ‘public use
or on sale, whether it was in use or on sale more
than one year before the effective filing date, and
whether "the pending claims “read” on what
has been shown to be in public use or on sale.
On this last point, the examiner should compare
all pending claims with the matter alleged to
have been in use or on sale, not just the claims
identified by petitioner. While the public use
bar arises under 35 U.S.C. 102(b), the examiner
should also consider the evidence for possible
later use in a 35 U.S.C. 103 rejection based on
obviousness of the claimed invention in light of
what has been established to be in public use
or on sale.

After having made his determination, the
examiner will forward a memorandum to the
Assistant Commissioner for Patents, statmg his
findings and his decision as to whether a prima
facie case has been established. His findings
should include a summary of the alleged facts,
a comparison of at least one claim with the
device alleged to be in public use or sale, and
any other pertinent facts which will aid the
Assistant Commissioner in conducting the pre-
liminary hearing. The report should be prepared
in triplicate and ‘addressed to the Assistant Com-
missioner for Patents.

720.03 Preliminary Hearing [R-42]

Where the examiner concludes that a prima
facie showing has not been established, both
the petitioner and the applicant are so notified
and the application proceedings are resumed
without giving the parties an opportunity to be
heard on the correctness of the examiner’s deci-




tioner. Of course, applicant may of his own ac-

P
€ iner wil e Office o
“when the interference is suspended.
ile not so specifically captioned, the notifica-
tion of this hearing amounts to an order to show
cause why a public use proceeding should not be
held. No new evidence is to be introduced or dis-

edge to peti-

nt may ,
tion or consent notify the petitioner of the
nature of his claims or other reJated matters.

" After the hearing is concluded, the Assistant
Commissioner for Patents will decide whether
public use proceedings are to be initiated, and he
will send appropriate notice to the parties.

720.04 Public Use Proceeding Testi-
mony [R-42]

‘When the Assistant Commissioner for Pat-
ents decides to institute public use proceedings,
the case is referred to the examiner who will
conduct all further proceedings. The fact that
the affidavits and exhibits presented with the
petition for institution of the public use pro-
ceedings have been held to make out a prima
facie case does not mean that the statutory bar
has been conclusively established. The statutory
bar can only be established by testimony taken
in accordance with normal rules of evidence,
including the right of cross-examination. The
affidvits are not to be considered part of the
testimony and in no case can they be used as
evidence on behalf of the party submitting
them.

_ The procedure for taking testimony in a pub-

lic use proceeding is substantially the same as
that for taking testimony in an interference.
Normally, no representative of the Commis-
sioner need be present at the taking of the
testimony.

The examiner will set a schedule of times
for taking testimony and for filing the record
and briefs on the basis of the following :

Petitioner’s testimony to close—60 days;

116.1

Upon proper showing, the examiner may grant

have been filed, or the time for filing applicant’s

pplicant’

appropriate extensions of time. ;
" After all testimony has been filed, and briefs

brief has expired and he has not filed a brief,
a time will be set for an oral hearing to be con-

ducted by the examiner in infer partes cases. In

ex parte cases, an oral hearing is ordinarily not

held. In infer partes cases the hearing will be

conducted substantially in accordance with rule

956 except that oral argument will ordinarily

be limited to one-half hour per side. Arguments

e to be restricted to the evidence adduced and

law. No new evidence will be ac-

720.05 Final Decision [R-42]

" The final decision of the examiner should be
“analogous to that rendered by the * * * [Board
of Patent Interferences] in an interference pro-
ceeding, analyzing the testimony and stating
* * * conclusions * * *”, I'n re Townsend, 1913
C.D. 55. In reaching his decision, the examiner
is not bound by the prior finding that a prima
facie case has been established. :

If the examiner concludes that a public use or
sale bar exists, he will enter a rejection to that
effect in the application file, predicating that
rejection on the evidence considered and the
findings and decision reached in the public use
proceeding. Where the application is involved
n a suspended interference and the examiner’s
conclusion applies to one or more of the claims
corresponding to the counts of the interference,
the examiner must dissolve the interference
under rule 237 as to those counts on the hasis
of the public use or sale. The twenty-day period
for arguments, referred to in rule 237, is not
applicable where the dissolution is based on the
finding of public use, inasmuch as full con-
sideration has already been given to the issue.
Where the examiner concludes that there is no
public use, or where the public use proceeding
has been conducted concurrently with the inter-
ference proceeding, the examiner will address a
memorandum to the patent interference exam-
iner, notifying him of his decision in the pub-
lic use proceeding. The interference will con-
tinue or be terminated in accordance with the
action taken by the examiner. The examiner will
enter the appropriate rejection after the appli-
cation is returned to an ex parte status.

Rev. 42, Oct. 1974
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'Tlty ~ dvacate'the examiner’s d :
be entertained except where there is a showing
_of clear error.. .

ecis) n,

See Bz Parte Hartley, 1908

he applic
status, appellate review under 35 U.S.C. 134
and 141-145 may be had of any adverse decxsxon
rejecting claim(s), as a result of the examiner’s
decision as to pubhc use orsale. N

721 Fraud on. the Patent and Trad&
. mark Oﬂice [R—43] * ~

37 CFB 1 56. Improper applwatwm Any applimtion
signed or sworn to in blank or vnthout actual i mspee
tion by the applicant and any apphcation altered or
partly ﬁlled in atter bemg signed or sworn to, and ‘also
any applieation fraudulently ﬁled orin connectxon with
which any fraud is practiced or attempted on the
Patent and Trademark Office, may be stricken from the
files. .

This section deals w1th the manner in Whmh
an application, having a question of “fraud"
appearmg therem, is to be examined.

_ GENERAL ,

"The followmg language has been extracted
from the CCPA decision of Norton v. Curtiss,
167 USPQ 532 (1970), because it reflects the
theme of the recent court decisions and writings
on the matter of fraud and inequitable conduct
in patent prosecutlon

“The * * * term ‘fraud’ in Rule 56 * * * refers
to the very same types of conduct which the courts,
in patent infringement suits, would hold fraudu-
lent * * % (T)raditionally, the corcept of ‘fraud’
has most often been used by the courts, in general,
to refer to a type of conduct so reprehensible that
it could alone form.the basis of an actionable
wrong (e.g., the common law action for deceit).
That narrow range of conduct, now frequently re-
ferred to as ‘technical’ or ‘affirmative’ fraud, is
looked upon by the law as quite serious. Because
severe penalties are usually meted out to the party
found guilty of such conduect; technical fraud is
generally held not to exist unless the following in-
dispensable elements are found to be present: (1)
a representation of a material fact, (2) the falsity
of that representation, (3) the intent to deceive or,
at least, a state of mind 8o reckless as to the con-
sequences that it is held to be the equivalent of
intent (scienter), (4) a justifiable reliance upon
the misrepresentation by the party deceived which
induces him to act thereon, and (5) injury to the
party deceived as a result of his reliance on the
misrepresentation * * *,

Rev. 43, Jan. 1975

e : fmlure, tor one: reason oOr a.nother, to satisfy all

‘technical 1) udf wxll of conrse, always be recog
a8 a «defense. However, in these sntuatxons,

- the elements of the technical offense often will not
. neoessarily result in a holding of ‘no fraud’. Rather
... the courts appear to look at the eqmties of the par-
ticular ease and determme whether the . conduct
. before them—which might have been admittedly
. less than fraudulent in the technical sense—was
sHil so reprehensible as to justiry the court’s re-
. fnsmg to enforce the . rights of the party guilty of
-.such, conduct.. It ‘might be sald that in .such in-
stances the concept of fraud becomes mtermmgled
with  the:equitable. doctrine of ‘unclean hands'.
-.court might still evaluate the. ev1dence in light of
. 'the traditional elements of technical . fraud but
. wsll now: include a broader -range of conduct w1thm
_ each of those elements giving wnsxderatlon to the
. egmities mvolved in the particular case.
“In. suits for patent .infringement, unenforce-
. ahﬂ.lty, as well as. nonmfrmgement or invalidity
under the patent laws, is a:statutory defense. See
35 U.S. C. 282(1). *.& = (U)nenforceablhty due to
fraudulent procurement is.a rather common de-
fense. In such circumstance, * * * the courts are
generally: applying equitable principles in evaluat-
ing the charges of misconduct alleged to be fraudu-
lent. Thus, in suits involving patents, today, the
concept of ‘‘raud’ on the Patent Office (at least
where a patentee’s conduct pertaining to the rela-
tive merits of his invention isf concerned), encom-
passes not only that which * * * (has been earl-
ier) termed ‘techmcal’ fraud but also a wider
range of 1neqmtable conduct found to justify
holding a patent unenforceable The courts differ
as to the conduct they will recognize as being suffi-
ciently reprehensible so as to carry with it the
consequences of technical fraud.”

As might be expected, the courts have had
considerable difficulty in evaluating the conduct
of applicants before the Office to ascertain
whether their dealings were such as to consti-
tute fraud or inequitable conduct. Most often,
the question reduces itself to whether the ag i-
cant failed to disclose to the Office either facts
or prior art known to the applicant, but not
known to the examiner. The fact that such a
duty-to-disclose exists has been emphasized in
two Supreme Court Decisions: Precision In-
strument Mfg. Co. v. Automotive Maintenance
Machine Co., 65 U.S.P.Q. 133 (1945) and
Kingsland v. Dorsey, 83 U.S.P.Q. 330 (1949).

However, it is dlécult to state presently with
clarity exactly what prior art or facts the patent
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PP
“fraud” questions arise in reissue
where the patent is mvolved in

of the Office, prior art which was not c ;
during the examination of the parent app: ca-
tion. The decision of the Court of Customs and

Patent Appealsin ittry, 180 USPQ 320,
decided - J: afxfﬁary , 974 .indicates that the
statutes afford no.a horlty for reissue where
there has been a failure to assert a difference in
scope between the original and reissue clalms or
where there has been an inclusion of new reissue
claims of the same scope as tho& already

granted.

B. Protests to the grant of a patem‘. Another
instance in which the issue of “fraud” may be
raised is through a protest under 37 CFR 1.291.
The protester may be a party to litigation in-
volving a patent and thereby has obtained
knowledge of a pending reissue application, or
simply a third party who has obtained a knowl-
edge of a pending application and has submit-
ted facts which he thinks would make the grant
of a patent improper.

721.01 Examination of Patent Appli-
cations Having an Issue of

Fraud [R-43]

In the event that a question of “fraud” is pres-
ent in an application, the application should be
examined in accordance with the following
guidelines:

1. Forwarding to the Assistant Commissioner
for Patents.

Any application in which, or in relation to
which, some facts or representations are made
bearing on the question of “fraud” should be
forwarded to the Office of the Assistant Com-
missioner for Patents as soon as the facts or
representations are discovered. Such a for-
warded application should be accompanied by
a brief memorandum, signed by the group di-
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cases since the appllcatlon will not be in condi-
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is resolved. The action by the examiner should,

where appropriate only indicate that the de31g-

nated claims avoid the prior art, the rejections

of record, etc. A statement b the examiner that

the claims are allowable would be inappropriate

where a substantial issue such as fraud remains
unresolved.

If the application is a reissue application, the
action by the examiner may extend to a deter-
mination that the “error” required by 35 U.S.C.
251 has not been shown. However, no comment
should be made by the examiner as to whether
or not any “error” found in the apphcatlon was
with or without “deceptive intention.”

When all matters, except any issues relating
to possible “fraud” have been overcome, the
examiner should close the prosecution of the
application on its merits using the following
language in his Office action.

“In view of applicant’s communication filed
, claims — are considered to avoid
the rejections of record in the application. Ac-
cordingly, prosecution before the examiner on
the merits of this application is closed. How-
ever, a determination of the issues relating to
the question of fraud remains outstanding.

The application is being referred to the Office
of the Assistant Commqumner for Patents for
further consideration in regard to the question
of fraud. Applicant will be sent further com-
munications in due course.’

In a situation involving an application which
would have been in condition for allowance on
a first action except for an issue relating to pos-
sible “fraud” the examiner should nc{\:ose t
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