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M’ANUAL OF PATENT EXAMINING PROCEDURE

710.02 Shortened Statntm'y Period and 'l‘ime mmt
Actions
Situations in Which Used: Shortened Ktat
utory Perlod :

710.02(b)

' 714.01 (¢)

Signed by Attorney Not of Record

714.01(d) Amendment Signed by Applicant But Not
by Attorney of Record '

710.02,(c) Situations -in Which Used: Time ILimit

710.02(d) Differences Between Shortened Statutory

and Time Limit Periods
710.02(e) | Extension ot 'ﬂme
71004 'Two Periods Bunning o
T10. 04(a) Copying Pateut Claims

71005 Period Ending on Saturday, Sunday or Holi-

day
71006 Miscellaneous Factors Determlnlng Date
711  Abandonment
711.01 Express or Formal Abandonment

71102 Fallure to Take Required Action I)uring smm-'

tory Period
711.02(a) TInsufficiency of Besponse '

711.02(b) Special Situations Involv!ng Abandonment‘

711.02(¢) Termination of Proceedings

711.03 Reconsideration of Holding of Abandonment;

, Revival
711.03(a) Holding Based on Insutﬁclency of Response

711.03(b) Holding Based on Failure to Respond With-
in Period o

711.03(c) Petitions Relating to Holding of Abandon-
ment

711.03(d) Examiner’s Statement on Petition To Set
Aside Examiner’s Holding
711.04 Disposition of Abandoned Applications
711.04(a) Pulling and Forwarding
711.04(b) Ordering Abandoned Files
711.05 Letter of Abandonment Received After Appli-
cation is Allowed
711.06 Abstracts, Abbreviatures and Defensive Pub-
lications
711.06(a) Citation and Use of Abstracts, Abbrevia-
tures and Defensive Publications as Ref-
erences
712 Abandonment for Failure to Pay Issue Fee
713  Interviews
713.01 General Policy, How Conducted
713.02 Interviews Prior to First Official Action
713.03 Interviews for “Sounding Out” Examiner Not
Permitted
71304 Substance of Interview Must Be Made of
Record
713.05 Interviews Prohibfted or Granted, Speecisl
Situations
713.068 No Inter Partes Questions Discussed Ex Parte
718.07 Exposure of Other Cages
713.08 Demonstration, Exhibits, Models
713.00 Finally Refjected Appllcation
713.10 Interview Preceding Filing Amendment Under
Rule 312
714 Amendments, Applicant’s Actions
714.01  Signatures to Amendments
7T14.01(a} Unsigned or Improperly Signed Amend-
ment
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714.04 Claims Presented . in Amendment with No At-
tempt to Point Ont Patentable Novelty

71405 Examirer Should Immediately Inmect
T14.06.. Amendments Sent . to :Wrong: Group: -

714.07 Amendments Not in Permanent Ink.

714.08 Telegraphic Amendment:: i

714.09 Amendments: Before Fxrst: Office Action

714.10 Clalms Added: in ‘Excess of Filing Fee ' = =

714.11 Amendment Filed. Durlng Interterence Pro-'

ceedings .
71412 Amendments: After Flnal Rejectlon or Action
714.13 Amendments After Fina] Rejection or Act!on,
Procedure Followed™ :

71414 Amendments After Allowance of Ail Clalms i
71415 Amendment ‘‘Received 'in" Examining Group

After Mailing of Notice of Allowance

714.16 Amendment After’ Notlce of Allowance, Rule
312

714.16(a) Copied Patent Claims

714.16(b) Tiled with a Motion Under Rule 231

714.16(c) Adaditional Claims

714.16(d) Handling

714.16(e) Entry in Part

71417 Amendment Filed After the Period for Re-
sponse Has Expired

71418 Entry of Amendments

71419 List of Amendments, Entry Denied

714.20 List of Amendments Entered in Part

714.21 Amendments Inadvertently Entered, No Legal
Effect

714.22 Entry of Amendments, Directions for

714.23 Entry of Amendments, Directions for, Defec-
tive

71424 Amendment of Amendment

714.25 Discourtesy of Applicant or Attorney

715 Swearing Back of Reference—Affidavit or

Declaration Under Rule 131
715.01 Reference Claims Foreign Filing Date
715.01(a) Reference a Joint Patent to Applicant and
Another
715.01(b) TReference and Application have Common
Aggignee
Reference is Publication of Applicant’s
Own Invention

715.02 General Rule as to Generle Claims

715.03 Practice Relative to Chemical Cases

715.04 Who May Make Affidavit or Declaration

715.06 Patent Claiming Same Invention

71507 Facts and DDocumentary Evidence

715.07(a) Diligence

715.07(h) Interference Testimony Sometimes Used

715.01(c)




717 File Wrapper
717.01 Papers in File Wrapper ..o
T17.01(a% Arrangement of Papers in File Wrapper
717.01(b) Prints o BT
717.02  Date Entered on File Wrapper %
717.62(b} Name or Residence of Inventor or Title
: “Changed B
717.083 * Classification During Examination
717.04 Index of Claims =~ '
717.05 Field of Search =~ =
711.08  ‘Foreign Filing Dates’
" 717.07 ‘Related Applications
720 Public Use Proceedings
-720.01 Preliminary Handling '
720.02 Ezxaminer Determination of Prima Facie
Showing
720.03 Preliminary Hearing
720.04 Public Use Proceeding Testimony
720.05° Final Decision
721 Fraud on the Patent and Trademark Office
721.01 Examination of Patent Applications Having
an Issue of Fraud

701 Statutory Authority for Examina-
tion [R-31]

85 U.8.C. 131. The Commissioner shall cause an ex-
amination to be made of the application and the alleged
new invention : and if on such examinsation it appears
that the applicant is entitled to a patent under the law,
the Commissioner shall issue a patent therefor.

The main conditions precedent to the grant
of a patent to an applicant are set forth in
35 U.S.C. 101, 102, 103.

385 U.8.C. 161. Inventions patentable. Whoever in-
vents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent there-
for, subject to the conditions and requirements of this
title.

35 U.8.C. 199. Definitions. When used in thig title
unless the context otherwise indicates—

(a) The term “invention” means igvention or
discovery.

(by The term “process’” means process, art or method,
and includes a new ugse of a known process, machine,
mannfacture, composition of matter, or material,

(c) The terms “United States” and “this eountry”
mean the United States of America, itg territories and
possensions.

tdy The word “patentee” includes not only the
patentee to whotn the patent was Issued but also the
successory in title to the patentee.

Vhen a new applicatio ‘ t.
examining group, the examiner should review
the contents of the application to determine if
the a&)pliwtion‘ meets the requirements of 35
J.111. Any matters affecting the filing date

Us.
of ‘the application; such as lack ‘of an original
signature or lack of ‘claims should be checked

before the application is placed in the storage
racks to await the first action. =~ -

‘The examiner ‘should 'be ‘careful to see that
the application meets ‘all ' the requisites set
forth in chapter 600 both as to formal matters
and as to the ‘completeness and clarity of the
disclosure. * If all ‘of the requisites are not
met, applicant may be called upon for neces-
sary ‘amendments.” Such ‘amendments, how-
ever, must not include new matter.

702.01 Obviously Informal Cases

o [R43]

When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
because of an informal or insufficient disclosure,
the following procedure may be followed:

(1) A reasonable search should be made of the
invention so far as it can be understood from the
disclosure, objects of invention and claims and
any apyarently pertinent art cited ;

(2) Informalities noted by the Application
Division and deficiencies in the drawing should
be pointed out by means of attachments to the
examiner’s letter (see § 707.07(a)),

(3) A requirement should be made that the
specification be revised to conform to idiomatic
English and United States practice;

(4) The claims should be rejected as failin
to define the invention in the manner require
by 35 U.S.C. 112 if they are informal. A blanket
rejection is usually sufficient.

The examiner should not attempt to point
out the specific points of informality in the
specification and claims. The burden is on the
applicant to revise the application to render
it 1n proper form for a complete examination.

It is obviously to applicant’s advantage to file
the application with an adequate disclosure and
with claims which conform to the U.S. Patent
and Trademark Office usages and requirements.
This should be done whenever possible. If, how-
ever, due to the pressure of a Convention dead-
line or other reasons, this is not possible, appli-
cants are urged to submit promptly, preferably
within three months after filing, o preliminary
amendment which corrects the obvious infor-
malities. The informalities should be corrected

Rev. 48, Jan, 1075




amin

depend-

ce prelimi
not enjoy original disclosure status,
Whenever, uﬁonxexaminatmn,ltf 18 |
the terms or phrases of modes of characteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the
invention pertains, or with which it.is most
nearly comnected, to enable the examiner to
make the examination specified in rule 104, the
examiner should make a reasonable search of
the invention so far as it can be understood from
mre. The action of the examiner
0 a citation ,of.whatsap(i)eaw to
‘the most pertinent prior art found and a
request that applicant correlate the terminology.
of his specification with art-accepted termi-
nology befo i

efol her action is made. .. oo
A suitable form for this action is as follows:

“A preliminary examination of this appli-
cation indicates that the following terminol-
ogy (or properties or units of test data, ete.)
. .. which appear(s) at &:?e(s) .. ..of the
specification is (are) so different from those
generally accepted in the art to which this
mvention pertains that it is difficult or impos-
sible to make a reliable search.

Applicant is therefore requested to provide
a sufficient elucidation of these terms (or
properties or test data) or correlation thereof
with art-accepted terminology so that a
proper comparison with the prior art can
be made. :

A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS
FROM THE DATE OF THIS LETTER.”
For the procedure to be followed when only

the drawing is informal, see §§ 608.02(a) and
608.02(b).

703 ‘“‘General Information Concerning
Patents” [R-25]

The pamphlet “General Information Con-
cerning Patents” may be sent to an applicant
handling his own case when the examiner
deems it advisable,

704 Search [R-25]

After reading the specification and elaims,
the examiner searches the prior art.

The subject of searching is more fully
treated in chapter 900. See §§ 904 through

Bev. 43, Jan. 1975

on should be gfhordnghly
a searchiis ‘undertaken.
Y C ey hcarn

also give
meal prosecution.

Previous ExaMINER'S ‘SEARCH

When an examiner is assigned to act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge -of
other prior art. In general the second exam-
iner sgould not take  an . entirely new -ap-
proach to the case or attempt to reorient the
point of view of the previous examiner, or
make a new search in the mere hope of finding
something.: See § 717.05. erl Tr

705 Patentability Reports  [R-25]

Where an application, properly assigned to
one examining group, is found to contain one
or more claims per se classifiable in one or more
other groups, which claims are not divisible
inter se or from the claims which govern classi-
fication of the ,apglication in the first group, the
application may be referred to the other group
or groups concerned for a report as to the pat-
entability of certain designated c¢laims. This
report will be known as a Patentability Report
( I;).R.) and will be signed by the primary ex-
aminer in the reporting group. “

The report, if legibly written, need not be
typed. o

Note that the Patentability Report practice
is suspended, except in extraordinary circum-
stances. See § 705.01(e).

705.01 Instructions re Patentability
Reports [R-25]

When an application comes up for any ac-
tion and the primary examiners involved
agree that a Patentability Report is necessary,
the application will be forwarded to the proper
group with a memorandum attached, for in-
stance, “For Patentability Rep?,rt from group

e 48 £0 €JAIMNS e,
705.01(a) Nature of P.R., Its Use and
Disposal [R-25]

The primary examiner in the group from
which the Patentability Report is requested, if




he approves the request, will direct the prepa-

ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the examiner making the report.
When an examiner to whom a case has been
forwarded for a Patentability Report is of the

64.1

705.01 (a)
opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the primary
examiner in the reporting group wil})be re-
turned to the group to which the application is
regularly assigned.

The examiner preparing the Patentability
Report will be entitled to receive an explana-
tion of the disclosure from the examiner to
whom the case is assigned to avoid duplication

Rev, 43, Jan, 1975



. Conflict of opinion as. to classification m ¥y
be _referred to a p i

e_referr .a_patent classifier for decision,
. If the primary examiner in the group
having jurisdiction of the case agrees with the
Patentai)ility Report, he should incorporate the
substance thereof in his action, which action
will be complete as to «all claims.  The Pat-
entability Report in such a case will not be
given a paper number but will be allowed to
remain .in the file until the case is finally dis-
posed of by allowance or abandonment, at
which time it should be removed. Bl

DisAGreEMENT 0N PATENTABILITY REPORT

If the lg)rlma y_examiner does not agree
with the Patentability Report or any portion
thereof, he may consult with the primary ex-
aminer responsible for the report. If agree-
ment as to the resulting action cannot be
reached, the primary examiner having juris-
diction of the case need not rely on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
%xlztability Report should be removed from the

e.

ArpPear TAKEN

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s
answer. At the time of allowance, the applica-
tion may be sent to issue by said group with its
classification determined by the controlling
claims remaining in the case.

705.01(b) Sequence of Examination
[R-31]

In the event that the supervisory primary
examiners concerned in a P.R. case cannot
agree as to the order of examination by their
groups, the supervisory primary examiner
having jurisdiction of the case will direct that
a complete search be made of the art relevant to
his claims prior to referring the case to another
group for report. The group to which the case
ig referred will be advised of the results of this
search.

entability Report. is not to be treated as a
transfer by. the forwarding group. When
the I.R. is completed .and.the application is
ready for return to the forwarding group,
it is not counted. either as a ‘receipt or. action

by transfer. Credit, however, is given for the

time spent. See § 1705, .. ...« . o
A box is provided on each file wrapper

headed “P.R: Group.._....” and the number of
the group making the P.R. is entered. in
pencil.

‘The date status.of the application in: the
reporting, group. will be determined .on the
basis of the dates in the group . of original
jurisdiction. . To insure orderly progress in the
reported dates. a timely reminder should be
furnished to the group making the P.R.

705.01(d) Daplicate Prints of Draw-

ings [R-23]

In Patentability Report cases having draw-
ings, the examiner to whom the case is as-
signed will furnish to the group to which the
case is referred, prints of such sheets of the
drawings as are applicable, for interference
search purposes. That this has been done may
be indicated by a pencil notaticn on the file
wrapper. .

en a case that has had Patentability Re-
port prosecution is passed for issue or becomes
abandoned. NOTIFICATION of this fact will
AT ONCE be given by the group having
jurisdiction of the case to each group that
submitted a P.R. The examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01(e) Limitation as to Use
31]

The ahove outlined Patentahility Report
practice is not obligatory and should be re-
sorted to only where it will save total examiner
time or result in improved quality of action
due to specialized knowledge. A saving of to-
tal examiner time that is required to give a
complete examination of an application is of

[R-
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go’me’ instances either less time is
- examination, or the results are of |
it hen' specialists e

vention treat th

practice PR LR
“"Where claims are directed to the same char-
acter ‘of invention but differ in scope only,
prosecution by Patentability Report is never

TODer.”
p Exemplary’ situations where Patentability
Reports are ordinarily not proper are as fol-
lows: , L
(1) Where the claims are related as'a manu-
facturing process and a product defined by the
process of manufacture. The examiner having
jurisdiction of the process can usually give a
complete, adequate examination in" less total
examiner time'than would be consumed by the
use of a Patentability Report. S

*(2) 'Where the claims are related as a prod-
uct and a process which involves merely the
fact that a product having certain characteris-
tics is made. The examiner having jurisdic-
tion of the product can usually make a com-
plete and adequate examination.

(3) Where the claims are related as a com-
bination distinguished solely by the ‘charac-
teristics of a subcombination and such sub-
combination per se. The examiner having
jurisdiction ot])the subcombination can usually
make a complete and adequate examination.

Then there are situations where the examiner
seeking the report is sufficiently qualified to
search the art himself. =~ )

Where it can be shown that a Patentability
Report will save total examiner time, one is
permitted with the approval of the group di-
rector of the group to which the application is
assigned. The “Approved” stamp should be im-
%r%ssed on the memorandum requesting the

edBe

705.01(f) Interviews With Applicants
[R-23]

In situations where an interview is held on
an application in which a Patentability Report
has been adopted, the reporting gronp may be
ealled on for assistance at the interview when
it eoncerns elaims treated by them, See 3 713 to
713.10 regarding interviews in general.

Rev. 49, July 1976

art of the Manual explains

scedure in rejecting olnims, the examiner
should never overlook the importance of his
claims which properly define

‘ Rejection of claims. (a) If the inven-
‘is ‘not’ considered patentable, or not considered
patentable as claimed, the claims, or those considered

unpatentable will be rejected. - ,
“(b) In rejecting clalms for want of novelty or for
obviousness, the examiner’ must cite the best ref-
erences at his command. 'When a reference is complex
or shows or describes inventions other than that claimed
by the applicant, the particular part relled on must be
designated ‘as nearly as practicable. ‘The pertinence
of each reference, if not apparent, must be clearly ex-

plained and each rejected claim specified.: '~

Patent examiners carry the responsibility of
making sure that the standard of patentability
enunciated by the Supreme Court and by the
Congress is applied in each and every case.
The Supreme Court in Graham v. John Deere,
148 USPQ 459 (decided February 21, 1966),
stated that, O

"~ %“Under § 103, the scope and content of
- the prior art are to be determined; differ-
_ences between the prior art and the claims
at issue are to be ascertained; and the level
of ordinary skill in the pertinent art re-
solved. Against this background, the ob-
viousness or nonobviousness of the subject
matter is determined. Such secondary
considerations as commercial success, long
felt but unsolved needs, failure of others,
etc., might be utilized to give light to
the circumstances surrounding: the origin
of the subject matter sought to be pat-
ented. As indicia of obviousness or non-
obviousness, these Inquiries may have
relevancy. . . . o :

“This is not to say, however, that there
‘will not be difficulties in applying the non-
obviousness test. - What is obvious is not a
question upon which there is likely to be
uniformity of thought in every given fac-
tual context. The difficulties, however, are
comparable to those encountered daily by
the courts in such frames of reference as
negligence and scienter, and should be
amenable to a case-by-case development.
We believe that strict observance of the re-
quirements laid down here will result in
that uniformity and definitiveness which
Congress called for in the 1952 Act.

“While we have focused attention on the
appropriate standard to be applied by the
courts, it must be remembered that the pri-




L,

ost difficult task. . . .
This is itself a compelling reason for the
Commissioner to strictly adhere to the 1952
Act as interpreted

pplication ¢
atentability
til issues  pertin
ch dou n raised and overcome in
the course of examination and prosecution, since
otherwise the resultant patent would not justify
the statutory presumption of validity (35
U.S.C. 282), nor would it “strictly adhere” to
the requirements laid dewn by Congress in the
1952 Act as interpreted by the Supreme Court.
Office policy has consistently been to follow
Graham v. John Deere Co. in the consideration
and determination of obviousness under 35
U.S.C. 103. As quoted above, the three factual
inquiries enunciated therein as a background
for determining obviousness are briefly as
follows:
1. Determination of the steps and contents of
the prior art.
2. Ascertaining the differences between the
prior art and the claims in issue; and
3. Resolving the level of ordinary skill in the
pertinent art. .~
The Supreme Court reaffirmed and relied
upon the Graham three pronged test in its con-
sideration and determination of obviousness in
the fact situations presented in both the Sak-
raida v. Ag Pro, 189 USPQ 449 (decided April
20, 1976) and Anderson’s-Black Rock, Inc. v.
Pavement Salvage Co., 163 USPQ 673 (decided
December 8, 1969) decisions. In each case, the
Court went on to discuss whether the claimed
combinations produced a “new or different
function” and a “synergistic result”, but clearly
decided whether the claimed inventions were
unobvious on the basis of the three-way test in
Graham. Nowhere in its decisions in those cases
does the Court state that the “new or different
function” and “synergistic result” tests super-
sede a finding of unobviousness or obviousness
under the Graham test.

66.1

n every art, whether it

, ss; a5 provided in 35 U.S.C.
101, 102, and 108) must be met before a claim is
allowed. The mere fact that a claim recites in
detail all-of the features of an:invention (i.e;, is
a “picture” claim) is never, in itself, justifica-
tion for the allowance of such a claim.

'When 'an "application discloses ' patentable
subject ‘matter ‘and’ it -is” apparent’ from the
claims and the applicant’s arguments that the
claims are intended to be directed 'to such pat-
entable subject matter, but ‘the claims in their
present form cannot be allowed because of de-
fects ‘in formor ‘omission of a‘limitation, the
examiner should not stop with a bare objec-
tion or rejection of the claims. The exam-
iner’s action should be constructive in nature
and when possible he should offer a definite
suggestion for correction. : ‘

If the examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the applicant intends to claim such
subject matter, he may note in the Office action
that certain aspects or features of the patenta-
ble invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration.

37 CFR 1.112. Reexamination and. reconsideration.
After response by applicant (section 1.111) the applica-
tion will be reexamined and reconsidered, and the ap-
plicant will be notified. if claims are rejected, or ob-
jections or requirements made, in:the same manner as
after the first examination. Applicant may respond to
such-Office action, in the same manner provided in sec-
tion 1,111 with or without amendment, but any amend-
ments after the second Office action must ordinarily be
restricted to the rejection or to the objectlons or re-
guirements made, and the application will he again con-
sfidered, and so on repeatedly, unless the examiner has
indicated that the action is final,

706.01 Contrasted With Objection
[R-23]

The refusal to grant claims because the sub-
ject mafter as elaimed is considered unpatenta-
ble is called a “rejection.” The term “rejected”
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, t(z]pcndenéy ofaclaimona
m, if the dependent claim is other-
See §60801(n).

mditions for patentability ; movelty
on shall be entitled

(b) the invention was patented or described in a
printed. publication in this or a foreign .country or
fn public use or on sale in this country, more than
one year prior to the date of the application for
patent in the United States, or

¢c) he has abandoned the invention, or

¢d) . the invention was first patented or caused
to be patented, or was the subject of an inventor’s
certificate, by the applicant or his legal representatives
or assigns in a foreign country prior to the date of the
application for patent in this country on an appilication
for patent or inventor's certificate filed more than
twelve months before the filing of the application in
the United States, or

(e} ‘the invention -2z deerribed in a patent
granted on an application for patent by another
filed in the United States before the invention
theresf by the applicant for patent, or

(f} Be did not himself invent the subject matter
sought to be patented, or

(g} before the ‘applicant’s invention thereof the
invention was made fn thigs country by another
who had not abandoned, suppressed, or concealed
it. In determining priority of invention there ghall
be constdered not omly the respective dates of
conception and reduction to practice of the inven-
tion, but also the reasonable diligence of one who
was first to conceive and last to reduce to practice,
from a time prior to conception by the other,

85 /.20, 103, Conditions for patentebility; non-
obvious aubject matter. A patent may not be obtained
though the Invention is not identically discloged or
deseribed ag get forth in section 102 of this title, if
the differences between the subject matter sought to

Rev. 45, July 1976

1ent: ground of rejection
patentability in view of
is, that the claimed matter
U.S.C. 102, or else

guage to be used in |
unequivocal. See § 707.07(d).

(ANT GIPATION ;.yyonzfmrcic OF
- Noveury) 00
stinction between rejections based on

02 and those based on 35 U.S.C. 103

aim is anticipated by the re
tion of obviousness is pre:
i dentify a partic , ;
reference ‘to support the rejection. If not, the
expression “rejected under 35 U.S.C. 102 as
clearly anticipated by” is appropriate. = =

35 U.S.C. 103 (OBvVIOUSNESS)

" In contrast, 35 U.S.C. 103 authorizes a rejec-
tion where to meet the claim, it is necessary to
modify a single reference or to combine it with
one or more others. After indicating that the
rejection is under 35 U.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
proposed ‘modification of the applied refer-
ence(s) necessary to arrive at the claimed sub-
ject matter, and (3) an explanation why such
proposed modification would be obvious.

Prior art rejections should ordinarly be con-
fined strictly to the best available art. Fzcep-
tions may properly be made, e.g., (1) where the
propriety of a 85 U.S.C. 102 rejection depends
on a particular interpretation of a claim; (2)
where a claim is met only in terms by a refer-
ence which does not disclose the inventive con-
cept involved ; or (3) where the most pertinent
reference seems likely to be antedated by a rule
131 (37 CFR 1.131? affidavit or declaration.
Such rejections should be backed up by the best
other art rejections available. Merely cumula-
tive rejections; i.e., those which would clearly
fall if the primary rejection were not sustained,
should be avoided.

The Court of Customs and Patent Appeals
has held that expedients which are functionally
equivalent to each other are not necessarily ob-
vious in view of one another. In re Scott, 139
USPQ 297, 51 CCPA 747 (1963) ; In re Flint.
141 USPQ 299, 51 CCPA 1230 (1964).

66.2




This Court has also held that when a claim is
rejected under 35 U.S.C. 103, a limitation which

is considered to be indefinite cannot be properly
disregarded. If a limitation in a claim is con-
sidered to be indefinite, the claim should be
rejected under 35 U.S.C. 112, second paragraph.
In re Wilson, 165 USPQ 494, 57 CCPA 1029
(1970). Note also In re Steele, 134 USPQ 292,
49 CCPA 1295 (1962). See § 706.03(d).
Where a reference is relied on to support a
rejection, whether or not in a “minor capacity™
that reference should be positively included 1n
the statement of the rejection. See In re Hoch,
%667[;'813(2 406, 57 CCPA 1292, footnote 3
1970).

66.3

 APPLICATIONS

| 706.02
A U.S. patent may be a reference against an

application even though the patent date is af-
ter the filing date of the application, pro-

~ vided the filing date of the patent is

prior to the filing date of the application.
It is proper to use such a patent as a basic
or an auxiliary reference and such patents
may be used together as basic and auxiliary ref-
erences. This doctrine arose in Alexander Mil-
burn Co. v. Davis-Bournonville Co., 1926 C.D.
303; 344 O.G. 817; and was enacted into law
by 35 U.S.C. 102(e). It was held appli-
cable to rejections under 35 U.S.C. 103 by the
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U.S. Supreme Court in Hazeltine Research, Ine.
et al. v. Brenner, 147 USPQ 429 (196 ,

Public Law 9334 pmv1ded for situations
caused by the postal emergency " which began
on March 18, 1970 and ended on or about
March 30, 1970. This law allows the applicant
to claim an earlier filing date if delay n filing
was cansed by the emergency, Such earlier ﬁlmﬂ'
dates were printed on “the p’ltonts along with
the actual filing dates whenever it was possible.
However, patents issued with earlier filing dates
claimed under Public Law 92-34 are effective
as prior art under 35 U.S.C. 102(e) only as of
their actual filing dates and not as of such
claimed earlier ﬁl'nff dates. The details of the
procedure to claim the earlier date appeared at
889 0.G. 1064,

For the proper way to cite a patent issued
after the ﬁsmg of the application in which it
is being cited, see § 707.05 (e).

706.02(a) Establisﬁing “Well Known”’
© Prior Art [R-34]

Things believed to be known to those ski lled'

in the art are often ‘IS.aet‘fEd by the examiner
to be “well known” or “matters of common
knowledge”. If justified, the examiner should
not be oghged to spend time to produce docu-
mentary proof. If the knowledge is of such
notorious character that judicial notice can be
taken, it is sufficient so to state. In re Mal-
colm, 1942 C.D. 589; 513 O.G. 440. If the ap-
plicant traverses such an assertion the exam-
iner should cite a reference in support of his
position.

Failure of the applicant to seasonably chal-
lenge such assertions establishes them as ad-
mitted prior art. See In re Gunther, 1942 C.D.

332; 538 O.G. 744; In re Chevenard, 1944 C.D.
141; 500 O.G. 196. This applies also to asser-

tions of the Board. In re Selmi, 1546 C.D.
525; 591 O.G. 160; In re Fischer, 1942 C.D.
2')0 v)')g () G’ 00)

Fr)r further views on jndicial notice, see Tn re
Ahlert, 57 CCPA 1023, lf',) USPQ 418 (I‘NO}
(assertions of technical facts inareas of estoteri
tmhrmlom must always be supported by citation
of some reference work) : In e Poon, 55 CCPA
1055, 160 USSP 251 (1971) (a challenge to the
taking of judic ME notice mnst contain adequate
mf’mm me or argwment to create on its faee a
rea=onable deoniy FU;LM(E ing the circinnstanees
’mif dng the judieial noticey: and In e Barr.

40 ]”h 1580, 570 U7SPO S50 (1071 {inveolved
wﬂ'ww‘am E‘w’;i% pest o snflicient buasts for tali

l’gll‘

ihicial  notice  that  invelved r(mumm,nmﬁ
phirnses ave art-recognized),

&7

The prmmrv t’)b](‘(‘t of the emxmmtlon of an
‘lpp]lC’lﬁOll is to determine whether or not the
claims define a  patentable advance over the
prior art. This consideration should not be
wlemted to a secondary position while undue
(‘]Il])hd*l% is given to non-prior art or “technical”
rejections. Effort in examining should be con-
centrated on truly essential matters, mmnmzmg
or eliminating effort on technical rejections
which are not really eritical. Where a major
technical rejection is proper (e.g.,lack of proper
disclosure, undue breadth, utility, ete.) such re-
jection should he stated w ith a fall development
of the reasons rather than:by a mere conclusion
couplea with some stereotyped e\r)recsmn.
Rejections not based on prior art are ex-
plained in §§ 706.03(a) to 706.03(z). IF THE
ITALICIZED LANGUAGE IN THESE
SECTIONS IS INCORPORATED IN THE
REJECTION, THERE WILIL BE LESS
CHANCE OF A MISUNDERSTANDING
AS TO THE GROUNDS OF REJECTION.

706.03(a) Nonstatutory Subject Mat-

ter [R-34]

Patents are not granted for all new and use-
ful inventions and discoveries. The subject
matter of the invention or discov N v must come
within the boundaries set forth by 35 U.S.C.
101, which ponm(: patents to be granted only
fOI‘ “'m} new and useful process, lTuu.;u”lb,
manufacture, or oompnsmon of matter, or any
new and useful 1mpr0\ ement thereof.

The term “process” as defined in 35 U.S.C.
100. means process, art or method, and includes
a new use of a known process, machine, manu-
facture, composition of matter, or material.

Decisions have determined the limits of the
statutory classes. Examples of subject matter
not patentable under the Statute follow:

l

PrintED MATTER

For cxample, a mere arrangement of prm( ed
matter, though seemingly a “manufacture,” is
rejected as nol l;mnr/ within the statutory
r///vw See In re Miller, 164 T°5P0Q 46, 57
(‘("‘P A 809 (1960) 1 s parte Gowinn, 112 T7STQ

530 (Do App. 1955) and In e Jones, 153
I/.,,P() TT.54 CCPA 1218 (19687).

Naronanty Ocovrriye Awprionr

Similarly, a thing oc mmmg in nature, which
i substant i »Hx um!!mml is not a “mannfac-
tm«,v."' A shriinp with the head and ']!¢f1-~=ll\('

fract removed is an example.  Ex parte Gra
son. 51 USSP 415,

Hev. 24, Oct. 1972
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lﬂ

Though seemingly
process or method, a
can be rejected as not bei

,’Lonmnel Co;; 160 Fed 167 and I

USPQ 88, 22 CCPA 822 (1934

Scmvrmc mecmn

A scientifie - principle, divorced from any
tanﬁlble ‘structure, can be ‘rejected as not
within the statutory classes. O’Reilly v. Morse,
15 Howard 62.

This subject matter is further hmxted bv the
Atozmc Energy Act explamed in § (06 03(b)

706 03( b) Barred by Atomlc Energy
s Act [R—48] :

A limitation on what can be patented is im-
posed by the Atomic Energy Act of 1954.  Sec-
tion 151 (a) (42 U.S. C 2181&) thereof reads in
part as follows:

‘No patent shail hereafter be gmnted for any inven-
tion’ or discovery which is useful ‘solely in the utiliza-
tion of =pecxa] nuc}ear materlal or atomic energy in
an atomic weapon.

The terms “atomic energ'y and “special
nuc]ear material” are defined in Section 11 of
the Act (42 U.S.C. 2014).

Sections 151(c) and 151(d) (42 U.S.C.
2181c and d) set up categories of pending appli-
cations relating to atomic energy that must be
brought to the attention of the Energy Research
and Development Administration. Under 87
CFR 1.14(c), applications for patents which
diselose or which appear to disclose, or which
purport to disclose, inventions or discoveries
relating to atomic energy are reported to the
Energy Research and Development Adminis-
tration and the Administration will be given
access to such applications, but such reporting
does not constitute a determination that the
subject matter of each application so reported
is in faet useful or an invention or discovery or
that such application in fact discloses subject
matter in categories specified by the Atomie
Energy Act.

All applications received in the Patent and
Trademark Office are sent to Licensing and
Review for screening by Group 220 personnel,
under 37 CFR 1.14(¢), in order for the Com-
missioner to fulfill his responsibilities under
section 151(d) (42 U.S.C. 2181d) of the Atomie
Energy Act. Papers subsequently added must
be inspected promptly by the examiner when
received to determine whether the application
has been amended to relate to atomie energy

Bev, 48, Apr. 1976

Gmup 220 personngfy

796“03 (c) Funcuonal [R—34]

See Ex parte Ball et al., 1953 C.D. 4; 675
O.G. 5: In re Arbeit et n] 1953 C.D. 409
67T7:0.G. 843 and Ex parte Stanley, 121 USPQ
621,

"85 U780 112 Speczﬁcation The speciﬂcation shall
mﬁmin a written description of the invention,
and “of ‘the 'manner ‘and process of making
and using it, in ‘such full, clear. concise, and
exact terms as to enable ‘any person skilled in the art
to which it pertains, or witlx which ‘it is ‘most nearly
connected, to make and use the same, and shall set
forth the best mode contempiated by the inventor of
éarrying out his Invention.- . ;

The specification’ shall, conclnde with one or more
claims particularly’ pomtmg out and distinctly claim-
ing the subject matter which the applicant regards as
kig invention. ' A claim may be written in independent
or dependent form, and if in dependent form, it shall
be construed to include all the limitations of the claim
incorporated by reference into the dependent claim.

An element in a claim for a combination may be
expressed as a means or step for performing a specified
function without the reeital of structure, material, or
aets in support thereof, and such claim shall be con-
strued to cover the corresponding structure, material,
or acts described in the specification and equivalents
thereof.

Paragraph 3 of 35 U.S.C. 112 has the effect
of prohibiting the rejection of a claim for a
combination of elements (or steps) on
the ground that the claim distinguishes
from the prior art solely in an element
{or wstep) defined as a “means” (or

“step”) coupled with a statement of
function. However this provision of para-
graph 3 must always be considered as subordi-
nate to the provision of paragraph 2 that the
claim particularly point out and distinctly
claim the subject matter. If a claim be found
to contain language approved by paragraph 3
such claim should always be tested additionally
for compliance with pnmgmph 9 and if it fails
to comply with the requirements of paragraph
2. the claim should be so rejected and the rea-
sons fully stated.

Pa i"‘!"‘hlph 3 of 35 U.S.C. 112 makes no
change in the established pmchco of rejecting
elatms as functional in situations such as the

following:




of sufficient structure

of the functional lan ,

example of a claim of this character may be
found in In re Fuller, 1929 C.D. 172; 388 O.G.
279. The claim reads: : 5

A woolen cloth havin
rough rather than smoot
2. A claim which recites only a single means

and thus encompasses all possible means for
performing a desired fanction. For an ex-
ample, see the following claim in Ex parte
Bullock, 1907 C.D. 93; 127 O.G. 1580:

In a device of the class described, means for
transferring clothes-carrying rods from one
position and depositing them on a suitable
support. ; , , o
Note the following cases: ,

1. In re Hutchinson, 69 USPQ 138, 33
CCPA 879 (1946), the terms “adapted for
use in” and “adapted to be adhered to” were
held not to constitute a limitation in any
patentable sense.

2. In re Mason, 114 USPQ 127, 4¢ CCPA
937 (1957), the functional “whereby” state-
ment was held not to define any structure and
accordingly could not serve to distinguish.

3. In re Boller, 141 TUSPQ 740, 51 CCPA
1484 (1964), the term “volatile neutralizing
agent” was held to be patentably effective
and commensurate with the breadth of the
disclosed invention.

4, In re Land and Rogers, 151 USPQ 621
(1966), the expression “adapted to be ren-
dered diffusible in said liquid composition
only after at least substantial development”
was given weight.

5. In re Hlalleck, 164 USPQ 647, 57 CCPA
954 (1970), the term “an effective amount™
was held not objectionable.

6. In re Swinehart and Sfiligoj, 169 USPQ
226 (1971), held that the meaning of “trans-
parent to infra-red ravs” is sufficiently clear.

7. In re Barr et al.. 170 USPQ 330, 58
CCPA 1388 (1971}, held that the expression
“incapable of forming a dye with said oxi-
dized developing agent.” set forth definite
boundaries. [R-40]

706.03(d) Vague and Indefinite
34]

When the examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to
the examiner that the claims are directed to
siueh patentable subject matter, he should al-
Jow elaims which define the patentable novelty
with a rensonable degree of particularity and
distinetness. Some latitude in the manner of

§ a téhdency to wear

[R-

.:The fact that a-claim.is broad ‘does not nec-

expression and the aptness of terms should be

permitted even though the claim Janguage is
not:as precise as.the examiner might desire.

essarily justify a rejection on the ground that
the claim is vague and. indefinite or incom-
plete. In non-chemical cases, a claim may, in
general, be drawn as broadly as permitted by
the prior art. : ~

The rejection of a claim as indefinite would
appear to present no difficulties.  On occasion,
however, a great deal of effort is required to
explain just what is wrong with the claim,
when writing the examiner’s letter. Although
cooperation with the attorney is to be com-
mended, undue time should not be spent trying
to guess what the attorney was trying to say in
the claim. Sometimes, a rejection as indefinite
plus the statement that a certain line is mean-
ingless is sufficient. The examiner’s action
should be constructive in nature and when pos-
sible he should offer a definite suggestion for
correction. = o '

The mere inclusion of reference numerals in
a claim otherwise allowable is not a ground
for rejection. But see Ex parte Osborne, 1900
C.D. 137; 92 O.G. 1797.

Alternative expressions such as “brake or
locking device” may make a claim indefinite if
the limitation covers two different elements.
If two equivalent parts are referred to such as
“rods or bars”, the alternative expression may
be considered proper.

The inclusion of a negative limitation shall
not, in itself, be considered a sufficient basis
for objection to or rejection of a claim. How-
ever, 1If such a limitation renders the claim
unduly broad or indefinite or otherwise results
in a failure to point out the invention in the
manner contemplated by 35 U.S.C. 112, an ap-
propriate rejection should be made.

Generally speaking, the inclusion of (1) nega-
tive limitations and (2) alternative expressions,
provided that the alternatively expressed ele-
ments are basically equivalents for the purpose
of the invention, are permitted if no uncertainty
or ambiguity svith respect to the question of
scope or breadth of the claim is presented.

The examiner has the responsibility to make
sure the wording of the claims is sufficiently
definite to reasonably determine the scope, Tt is
applicant’s responsibility to select proper word-
ing of the elaim, except to the extent that the
selection of words makes the claims indefinite.
Under no cirenmstances should a claim be re-
jected merely because the examiner prefers a
different. choice of wording.

Still another way in whieh a claim can be in-
definite is where a non sequitur occurs. For
example, a claim is inferential and therefore
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In re Cohn, 169 1
re: Harmmaclk, 166
C

 Fisher. 166 USPQ 18 ( COPA. 1

h Q 542;
In re Luck, 17 CCl]
re Steppan, 156 USPQ 143 (CCY G
In re Pilkington, 162 USPQ 145 (CCPA 1969).
When the prior art discloses.a product which
reasonably appears to be either identical with
or only slightly different than a product claimed
in a product-by-process claim, a rejection based
alternatively on either section 102 or 103 of the
statute is appropriate. As a practical matter, the
Patent and Trademark Office is not equipped to
manufacture products by the myriad of proe-
esses put before it and then obtain prior art
products and malke physical comparisons there-
with. A lesser burden of proof is required to
make out a case of prima facie obviousness for
product-by-process claims becanse of their
peculiar nature than when a product is claimed
in the conventional fashion. In re Brown, 59
CCPA 1036, 173 USPQ 685 (1972) ; In re Fess-
mann, 180 USPQ 324 (CCPA 1974).

Where an applicant’s product is incapable of
description by product claims which are of dif-
ferent scope, he is entitled to product-by-process
claims that recite his novel process of manufac-
ture as a hedge against the possibility that his
broader product claims may be invalidated. In
re Hughes, 182 USPQ 106 (CCPA 1974).

The fact that it is necessary for an applicant
to describe his product in product-by-process
terms does not prevent him from presenting
claims of varving seope. Ex parte Pantzer and
Feier, 176 USPQ 141 (Board of Appeals. 1972).

706.03 (f) [R-27]

A claim can be rejected as incomplete if it
omits essential elements, steps or necessary

Incomplete

Bev. 48, Apr. 1976

Tagan, 1911 C. s 11 538, expresses
the thought that' ctailed ‘claims set-
ting forth so many elements that invent :
not possibly reside in the combinatio )
be rejected as prolix. See also In re Ludwick,

1925 C.D. 806; 339 O.G. 393.

706.03(h) Nonstatu
27]

Some applications when filed contain an om-
nibus claim such as “A device substantially as
shown and described.” , L
Suach a claim can be rejected as follows:

~Claim _____ is rejected for failing to par-
ticularly point out and distinctly claim the
invention as required in '35 U.S.C. 112.

For cancellation of such a claim by examin-
er’s amendment, see § 1302.04(b).

ory Claim [R-

706.03(i) Aggregation [R-34]

Rejections on the ground of aggregation
should be based upor u lack of cooperation be-
tween the elements of the claim. Many deci-
sions and some legal writers extend the term
to include old and exhausted combinations
(£ 706.03(j)). Confusion as to what 1s meant
can be avoided by treating all elaims which in-
clude mere than one element as combinations
{patentable or unpatentable) if there is actual
cooperation between the elements, and as ag-
gregations if there is no cooperation.

Ezample of aggreqation: A washing ma-
chine associated with a dial telephone.

Exzample of old combination: An improved
carburetor claimed in combination with a gaso-
line engine. )

A claim is not necessarily agpregative be-
ranse the various elements do not function si-
multaneously. A tvpewriter, for example, is a
good combination. See also In re Worrest, 40
CCPA 804, 96 USPQ 381 (1953). Neither is a
claim necessarily aggregative merely because




elements which do cooperate are set for
specific det -

A rejection on aggregation should be made
only after consideration of the court’s comments
in %,n re Gustafson, 51 CCPA 13858, 141 USPQ
585 (1964). il i

706.03(j) Old Combination [R-34]

The rejection on the ground of old combina-
tion (synonymeus with “exhausted combina-
tion”) requires the citation of a reference, but
is treated here because of its relation to aggre-
gation. The reference (not a combination of
references, of course) is cited, 'not to antici-
pate the claim, but to anticipate the broad
combination set forth in the claim. Moreover,
the cooperation and result between the ele-
ments in the reference must be the same as it
is in the claim.

A rejection on the ground of old combination
should bhe made whenever proper. Whether
subcombination claims have been presented or
allowed in the same application, or whether
other grounds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-
bination of the same elements functionally co-
operating in substantially the same manner to
produce substantially the same results as that

i Fx parte Silver-

of the claimed combination,
stein, 125 USPQ 238, The fact that an appli-
ant has improved one element of a combina-
tion which max he per se patentable does not
entitle him to a claim to the improved element
in eombination with old ¢lements where the ele-
ments perform no new function in the claimed
combination. In re Hall, 41 CCPA 759.

Example: An improved (specifically recited)
earburetor claimed in combination with a gaso-
line engine. A reference is cited which shows
a carburetor combined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination. the cooperation between the carbu-
retor and engine iz the same and the end result
is the same. The claimed combination is an
improvement over the prior art only becanse
of ‘he improved carburetor. The carburetor
has ceparate status, gince entive subelasses are
devoted to carburetors, elaimed as such. A
referenee iz preferably eited to show the sepa-
rate status and development.  (See 2090401
(i)

Old eombination rejections ordinarily are
based an 55 1= 0112 (failure to point oot the
vention j. wieetion should make it clear
exactly wi ombination s and why it s

improved element does not

st

70.1
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tion rejecti as follows:
L “Claim ted’under 385 U.S.C. 112 as
being drawn to the old combination of a bell,
a battery and a switch connected 'in series by
wire . conductors. - This combination  is :shown
to be old by the patent to Jones which discloses
broadly the.same elements funtionally inter-
related in the same manner to produce substan-
tially the same results. The combination of
claim 1 differs from that shown in Jones 1n
setting forth a specific construction of the bat-
tery itself. Since the latter does not modify
the action of the other elements recited in the
elaim in any material manner, no new combina-
tion is seen to exist. In re Hall, 100 USPQ
46; 41 CCPA 759; 208 F. 2d 870; 680 O.G.5.”

See also Lincoln Engineering Co., v. Stewart-
Warner Corp., 303 U.S. 545,37 USPQ 1 (1938) ;
In re McCabe, 48 CCPA 881, 129 USPQ 149
(1961) (discussion of claim 13): and particu-
larly In re Bernhart, 57 CCPA 737,163 USPQ
611 (1969).

706.03(k) Duplicate Claims; Double

Patenting [R-27]

Inasmuch as a patent is supposed to be lim-
ited to only one invention or, at most, several
clozely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to be logical as well as convenient.
However, court decisions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
ing) his invention in a reasonable number of
ways. Indeed, a mere difference in scope be-
tween claims has been held to be enough.

Nevertheless, when two claims in an appli-
eation are duplicates, or else are so close 1n
contenit that they bnth cover the same thing,
despite a slicht difference in wording, it 1s
proper after allowing one claim to reject the
other as being a substantial duplicate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if thev differ
only bv snubject matter old in the art. The lat-
ter ground of rejection is get forth in the fol-
lowing paragraph  quoted from Ex parte
Whitelasw, 1915 C.D. 18; 219 O.G. 1237:

“Claim 51 is not patentable over claim 51
and claims 5%, 55 and 56 are not patentable
over claim 50 in view of Comstocl, No. 590,657,
which shows that it is old to employ an engine-
caging in fools of this character. The claims
Lield patentable are considered as fully cover-
i applieant’s invention, and applieant can-
not be permitted to multiply his elaims by
presenting alleged combinaticns which distin-
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no new function.

This rejection (the ex par
trme) is usually not. applied if there are cmly
a few claims in the application. .
~Situations related to that glven above are as
follows:

"Where there is a common assignee for two
or more applications by different inventors, and
the applications contam conflicting claims, see
& 804.03.

DovsLE PatentiNG

" Where there are conﬂmtmg claims in differ-
ent applications of the same inventor, one of
which is assigned, see § 304. :

Bev. 48, Ape. 1976

ﬁppﬁmtio
tions, see Chapter 800, particularly 8&§ 804
804.02, 806,04 (h), 822 and 822.01 for deuble pat-

PROCEDURE

 Where the same inventor has two
for species or for related inven-

enting rejections of inventions not p‘ztentable
over each other.

~ArpoicatioN ‘Finep-Unper 85 U.S.C 121

‘The Commissioner has determined that under

35 U.S.C. 121, the Patent and Trademark Office <-—

cannot reject a divisional application on the
pavent patent if the divisional application is
filed as a rmuh‘ of a requirement for restriction
made by the Office'even though the requirement
for 1‘o~n'ietion*re]ates to species. In ve Joyce,
1958 C.D. 2; 115 USPQ 412. See also In 1e
Herrvick et-al.. 1958 C.D. 1; 115 USPQ 412

10.2




MINATION OF APPLICATIONS

where the Commissioner ruled that a require-
ment for restriction should not be made in.an
application elaiming more than five species if
the examiner is of the opinion that the various
species are obviously unpatentable over one
another. . oo ; : '

706.03(1) Multiplicity [R-48]

37 CFR 1.75(b). More than one claim may be pre-
gented, ‘provided they differ substantizlly from each
other apd are not unduly multiplied.

An unreasonable number of claims; that is
unreasonable in view of the nature and sco
of applicant’s invention and the state of the
art, may afford a basis for a rejection on the
ground of multiplicity. A rejection on this

round should include all the claims in the case
inasmuch as it relates to confusion of the issue.

To avoid the possibility that an application
which has been rejected on the ground of un-
due multiplicity of claims may be appealed to
the Bc‘ardp of Appeals prior to an examination
on the merits of at least some of the claims
presented, the examiner should, at the time of
making the rejection on the ground of multi-
plicity of claims, specify the number of claims
which in his judgment is sufficient to prop-
erly define applicant’s invention and require
the applicant to select certain claims, not to
exceed the number specified, for examination on
the merits. The examiner should be reason-
able in setting the number to afford the appli-
cant some latitude in claiming his invention.

The earlier views of the Court of C'ustoms and
Patent Appeals set forth in In re Chandler, 117
USPQ 361, 45 CCPA 911 (1958 and In re
Chandler. 128 USPQ 138.50 CCP.A 1422 (1963)
have been somewhat revised by its views in In
re Flint. 162 TUSPQ 228, 56 CCPA 1300 (1969)
and In re Wakefield. 164 USPQ 636, 57 CCPA
959 (1970).

If a rejection on multiplicity is in order the
examiner should make a telephone call explain-
ing that the claims are unduly multiplied and
will be rejected on that ground. Note § 408, He
should request selection of a specified number
of claims for purposes of examination,

If time for consideration is requested arrange-
ments should be made for a zecond telephone
call, preferably within three working days,

When claims are selected, a formal multi.
plieity rejection is made, including a complete
record of the telephone interview, followed by
an aection on the selected claims,

When applicant refuses to comply with the
telephone request, a formal multiplicity rejec-
tion is made. No veference should be made to
the unsuceess ful telephone call.

71

plicity rejection ‘of the examiner, to be com- *

706.03(

'he applicant’s response to a formal multi-

plete, must-either:

1. Reduce the number of claims presented to
those selected previously by telephore, or if no
previous selection -has been made to a number
not exceeding the number specified by the ex-
aminer in the Office action, thus overcoming the
rejection based upon the ground of multiplicity,
or

2. In the event of a traverse of said rejection
applicant, besides specifically pointing out the
supposed errors of the multiplicity rejection is
required to confirm his selection previously
made by telephone, or if no previous selection
has been made, select certain claims for purpose
of examination. the number of which is not
greater than the number specified by the
examiner.

If the rejection on multiplicity is adhered to,
all elaims retained will be included in such
rejection and the selected claims only will be
additionally examined on their merits. This
procedure preserves applicant’s right to have
the rejection on multiplicity reviewed by the
Board of Appeals.

See also § 706.03 (k).

706.03(m) Nonelected Inventions
[R-34]

See 88821 to 821.03 for treatment of claims
held to be drawn to non-elected inventions.

706.03(n) Correspondence of Claim
and Disclosure [R-48]

3% CFR 1.117 (Rule 117). Amendment and revision
required. The specification, claims and drawing must
be amended and revised when required, to correct in-
accuracies of description and defintion or unneces-
sary prolixity. and to secure correspondence between
the claims, the specification and the drawing.

Another category of rejections not based on
the prior art is based upon the relation of the
rejected claim to the disclosure. In chemical
cases, a claim may be so broad as to not be
supported by disclosure, in whiqh case it is
rejected as unwarranted by the disclosure. If
avermente in a claim do not correspond to the
averments or disclosure in the specification, a
rejection on the ground of inaccuracy may be
in order. Tt must be kept in mind that an
original claim is part of the disclosure and
might adequately set forth subject matter
which is completely absent from the specifica-
tion. Applicant 18 required in such an in-
stance fo add the subject matter to the specifi-
cation. Whenever an objection or rejection is
made based on incomplete disclosure, the ex-

Rev. 48, Apr. 1676



but, the. suppo
aunendments made to thedisclosure.. ... o
-~ If subject matter capable of illustration is
originally claimed and it is not shown in the
drawing, the claim is not rejected but appli-
cant is required to add it to the drawing. See
§608.01(1). | T i e b
. See §706.03(z) for rejections on undue
breadth. - L , .
706.03(0) New Matter [R-29]

85 U.8.C. 182. Notice of rejection; reesamination.
.'Whenever, on examination, any claim for a'patent is
rejected, or any objection or requirement made, the
Commissioner shall notify the applicant thereof, stat-
4ng the reasons for such rejection; or objection or re-
quirement, together ‘with ‘such-information ‘and ‘refer-
‘ences as may  be useful in judging of the propriety of
continuing the prosecution of his application; and if
after receiving such notice, the applicant persists in his
ciaim for a patent, with or without amendment, the
application shall be reexamined. No amendment shall
introduce new matter into the disclosure of the
invention.

In amended cases, subject matter not dis-
closed in the original application is sometimes
added and a eclaim directed thereto. Such a
claim is rejected on the ground that it is drawn
to new matter. New matter includes not only
the addition of wholly unsupported subject
matter, but also, adding specific percentages or
compounds after a broader original disclosure,
or even the omission of a step from a method.
See 88 608.04 to 608.04(c).

In the examination of an application fol-
lowing amendment thereof, the examiner must
be on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
rated into the patent statute. These rejections
are based on 35 17.8.C. 182.

706.03(p) No Utility [R-20]

A rejection on the ground of lack of utility
includes the more specific grounds of inopera-
tivemess, involving perpetual motion, frivolous,
fraudulent, against publie policy. The statu-
tory basis for this rejection is 35 .8.C. 101,
See § 608.01(p).

706.03(q) Obvious Method [R-40]

In view of a decision of the 1.8, Court of
Customs and Patent Appeals, process claims

Hev. 48, Apr, 1976

A process may be unpatentable, however, even
if the product produced therefrom is patenta-
ble, In 1 nter, 158 USPQ 831 (CCPA 1968).
The mere substitution of a new starting mate-
rial in an otherwise conventional process may
well be obvious in the absence of some unob-
vious result in the process itself, In re Kanter,
158, USPQ331; In re Neugebauer et al., 141
USPQ 205 (CCPA 1964); Corning Glass
Works et al. v. Brenner, 175 USPQ 516 (D.C.

" However, the use of a specific mineral oil in
a process was held to be materjal in In re
Schneider et al., 179 USPQ 46 (CCPA 1073).

706.03(r) Mere Function of Machine
" In view of the decision of the Court of Cus-
toms and Patent Appeals in In re Tarczy-
Hornoch appearing at 158 USPQ 141, process
or method claims are not subject to rejection by
Patent and Trademark Office examiners solely
on the ground that they define the inherent
function of a disclosed machine or apparatus.

706.03(s) Statutory Bar [R-48]

Another eategory of rejections not based on
the prior art finds a basis in some prior act of
applicant, as a result of which the claim is
denied him. '

ABANDONMENT OF INVENTION

Under 35 U.S.C. 102(c), abandonment of
the “invention” (as distinguished from aban-
donment of an application) results in loss of
right to a patent. Note In re Gibbs et al., 168
USPQ 578 (CCPA 1971).

Owx Prioz Foreigy PATENT
Ezxtract from 85 U.8.0. 102, Conditions for patenta-

bility; novelty and loss of right to patent. A person
shall be entitied to a patent unlegg——
[ ® LJ LJ [

{(d) the invention was first patented or caused to
be patented, or was the subjeet of an inventor's cer-
tifieate by the applicant or his legal representatives
or assigns in a foreign country prior to the date of the
application for patent in this country on an applica-
tion for patent or inventor's certifieate filed more than
twelve months before the filing of the application in the
United States,

-




. The statute above quoted establishes four

conditions which, if all are - resent, estabhsh a
bar against the grantlng of a p&{m}t in thls
country

(1) The arelgn apphcatmn must be ﬁ]ed
more than one year before the ﬁlmb in- the
United States. -
(2) 1t mucxbeﬁled by the applicant, hxs legal
representatwec or assigns.

(3) The foreign patent or inventor's certi-
ficate must be acmalh granted (e.g.. by sealing
of the papers in Great Bl itain) before the ﬁhng
in the United States or. since foreign pmcedux es
differ, the act from which it can be said that the
invention was patented. has occured. It need not
be published. F» parte Gruschwitz et al.. 138
USPQ 505 discusses the meaning of “patented”
as qpphed to (zerman procedures.

(4) The same invention must be. involved.

If such a foreign patent or inventor's certi-
ficate is (h\c*m'm*ed by the examiner. the rejec-
tion is made under 35 U.S.C. 102(d} on the
ground of statutory bar,

Steymissiox To LiBRARY UNNECESSARY

Applications should not be submitted as a rou-
tine matter to the library to ascertain if the
foreign application has become a p’ttent Since
the foreign patent to be a bar under 35 17.S.C.
102(d) must have been granted before the filing
date in this eountry, the probability of the
foreign patent having issued after tlie date of
execution of the m‘lmn.t] oath and before the
U.S. filing “dare is so slight as to make such
search ordmaml} unproductive.

Foreios Firine WitnoUTt LICEXSE

85 U.K5.C. 182. Abandonment of invention for unauthor-
ized disclosure. The invention disclosed in an applica-
tion for patent subject to an order made pursuant to
geetion 181 of this title may be held abandoned upon
its being established by the Commissioner that in
violation of said order the invention has been published
or disclosed or that an application for a patent therefor
has been filed in a foreign country by the inventor, his
slecessors, agsigns, or legal representatives, or anyone
in privity with him or them, without the consent of
the Commisszioner. The abandonment shall be held to
have oceurred as of the time of violation. The consent
of the Commissioner shall not be given without the
eogenrrence of heads of the departments and the
chifef officers of the asgencies who eaused the order to
be lgsued, & holding of abandontent shall eonstitote
forfeiture by the applieant. hig suecessors, agalgns, or
legal ropresenty or anyone in privity «ith Lhim or
thetn, of aif « seainst the United Ztatex based
tipperl suieh friver:

85 U.8.0. 184 Filing of application in foreign coun-
try. Exvept when authorized by a Ueense obtained

sy

£its,

721
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706.03(

six months after filing in the Umted States an applica-
tion for Datent or for the -registration of a utility model,
mduxtrml deelgn, or mode] in respect of an invention
made. in this country. A license sha!l not be granted
with respect to an invention subject to an order issued
by the Commissioner pursuant to section 181 of this
title without, the concurrence of the head of the depart-
ments and the chief officers of the agencies who caused
the order to be issued. The license may be granted
retroactively where an application has been inadvert-
ently filed abroad and the application does not disclose
an invention wirthin the scope of section 181 of this title,

The .term ‘‘application” when used .in this chapter
includes applications and any modifications, amend-
ments, or supplements thereto, or divisions thereof.

85 U.8.C. 185. Patent barred for filing without license.
Notwithstanding any other provisions of law any per-
son, and his successors, assigns, or legal representa-
tives, shall not receive a United States patent for an
invention if that person, or his successors, assigns, or
legal representatives shall, without procuring the
license prescribed in section 184 of this title, bave
made, or consented to or assisted another's making,
application in a foreign country for a patent or for the
registration of a wutility model, industrial design, or
model in respect of the invention. A United States
patent issued to such person, his successors, agsigns, or
legal representatives shall be invalld.

If, upon examining an application, the ex-
aminer learns of the existence of a correspond-
ing foreign application which appears to have
been filed before the United States application
had been on file for six months, and if the in-
rention apparently was made in this country,
he shall refer the application to Licensing
and Review Section of Group 220, calling at-
tention to the foreign qppl;catlon Pending
investigation of the possible violation, the ap-
plication may be returned to the examining
group for prosccution on the merits. When it
is otherwise in condition for allowance, the ap-
plieation will be again submitted to Licensing
and Review Secction of Group 220 unless the
latter has already reported that the foreign
filing involves no bar to the United States
'mr)h("m(m.

11 it should be necessary to take action under
55 17.8.0% 185, Licensing and Review Section of
Grrmp 990 will request transfer of the applica-
tion to it.

Orner Srarorony Bars

Claims to an invention in public use or on
sale in the United Stutes mrnv than twelve
months before the effective T8, filing date are
rejected. 35 U.S.C. 102(b).

Rev, 48, Apr. 1976



copied from a 'pa;tcmt

) and § 1101.02(f) ).

L

. “rej pl
clmms not patentably dxstmct from the dxs—

claimed subject matter as well as to the claims’

chrect}v mvolved

706.03(v) After Imerference or Puh-‘

lie Use Proceedmg [R-
48]

For rejections fo]lowmg an mferference, see
88 1109 to 1110.

The outcome of public use proceedmgs may
also be the basis of a rejection. (See 37 CFR
1.292).

Upon termination of a public use proceedings
including a case also involved in interference,
in order for a prompt resumption uf the inter-
ference proceedings, a notice should be sent to
the Board of Patent Interferences notifying
them of the disposition of the pubhc use pro-
ceedings.

706.03(w) Res Judicata

Res Judicata may constitute a proper
ground for rejection. However, as noted below,
the Court of Customs and Patent Appeals has
mfatmmllv restricted the use of res judicata
rejections. It should be applied only when the
earlier decision was a decision of the Board of
Appeals or any one of the reviewing courts and

[R-40]

Hev. 48, Apr. 1976 72.2

( 1970), ! pnor decision by"sttrlct Court) '
In the following cases for varic
res judicata rejections were reversed..
In re Fried, 136 USPQ 429, 50 CCPA 954
(1963) (dlﬂ'erences in clalms) i
In re Szware, 138 USPQ 208, 50 CCPA'
1571 (1963)  (differences in: clalms) 8
“In re Hellbaum, 152 USPQ 571, 54 CCPA
1051 (1967) (differences in clalms) 5
In re Herr, 153 USPQ 548, 54 CCPA 1315
(1967): (same claims, new evidence, prior
decision by CCPA).
- In re Kaghan, 156 USPQ 130, 55 CCPA
844 (1967) (prior decision by Board of Ap-
g eals, final rejection on prior art withdrawn
v examiner “to simplify the issue”, differ-
ences in claims; holding of waiver based on
language in MPEP at the time).

In re Craig, 162 USPQ 157, 56 CCPA
1438 (1969) (Board of Appeals held second
set of claims patentable over prior art).

In re Fisher, 166 USPQ 18, 57 CPA
1099 (1970) - (difference ‘in- clalms) ;

In re Russell, 169 USPQ 426, 58 CCPA
1081 (1971) (new evidence, re]ectlon on prier
art reversed by court).

Inre Ackermann 170 USPQ 340,58 CCPA
1405 (1971) (prior ‘decision by Board of Ap-
peals, new evidence, rejection on prior art
reversed by court).

Plastiec Contact Lens Co, v, Gottschalk, 179

USPQ 262 (D.C. Cir., 1973) (follows In re
Ix,.uzlmn)




1 forbids the
for v;vitlnp
original

mte reted to app!
.. broader in any respect

original patent. Such claim

as%emg barred by 35 US.C. :

when the reissue i plied. ithin two
years, the examiner does not go into the ques-

tion of undue delay. AT D een
The same section permits the filing of a re-
issue application by the assignee of the entire
interest only in cases where it does not “enlarg
the scope of the claims of the original patent”.
Such: claims which do enlarge the scope may
also be rejected as barred by the statute.
- A-defective reissue oath affords a ground for
. rejecting all the claims in' the reissue appli-
. cation. See§ 140008, 000 o el b J
-Note that 'a reissue application is “special”
and remains so even if applicant does not make
& prompt response. o » o0 s

706.03(y) Improper Markush Group

Ex parte Markush, 1925 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming a
genus expressed as a gx'oy[!})l consisting of cer-
tain specified materials. This type of claim is
employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pharmacology
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steps. It is improper to
use the term “comprising” instead of “consist-
ing of”.  Ex parte Dotter, 12 USPQ 382. Re-
garding the normally prohibited inclusion of
Markush claims of varying scope in the same
ga;)sge, see Ex parte Burke, 1934 Cl.)D. 5; 441 O.G.

The use of Markush claims of diminishin
scope should not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made. This
practice with respect to Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-

9})&0 grouping is determined by a
ofthe compound-asa whole,

Mar

[are’

roper Markush group,
3 conventional manner
) ample, if “wherein ﬁ
sa rial selec om the group consisting
of A, B, C and D” is a proper limitation then
“wherein R is’A, B, C or D” shall also be con-
sidered proper.” = o

SueeeNUs CramM

. 'A situation may occur in which a patentee
has presented a number of examples which, in
the examiner’s opinion, are sufficiently repre-
sentative to support a generic claim and yet a
court may subset}uent]y hold the claim invalid
on the ground of undue breadth. Where this
happens the patenteeis often limited to species
claims which may not provide him with suit-
able protection. , L

- The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent and Trademark
Office or in any way detracting from the rights
of the public. Such a subgenus claim would en-
able the applicant to claim all the disclosed op-
erative embodiments and afford him an inter-
mediate level of protection in the event the
true genus claims should be subsequently held
invalid, ,

The examiners are therefore instructed not
to reject a Markush type claim merely because
of the presence of a true genus claim embra-
cive thereof.

See also §§ 608.01(p) and 715.03.

See § 803 for restriction practice re Markush-
type claims.

Rev. 49, July 1976



However, in 'apph
tlons in arts where th

bers of a group ‘or by other anpropnate lan-
guage, that the chemicals or chemical combina-
tions included in the claims are capuble of ac-
complishing the desired result.” The article
“Broader than the Disclosure in Chemical
Cases”, 31 J.P.O.S. 5, by Samuel S. Levin
covers thls subject in detall

706.04 Rejection of Previously Al
lowed Claims

A claim noted as allowable shall thereafter
be rejected only after the proposed rejection
has been submitted to the primary examiner
for consideration of all the facts and approval
of the proposed action.

Great care should be exercised in authorizing
such a re]ectlon See Ex parte Grier, 1923
C.D. 27; 309 O.G. 223; Ex parte Hay, 1909
C.D. 18; 139 O.G. 197.

Previous ActioNn BY DIFFereNT ExaMINER

Full faith and credit should be given to the
search and action of a previous examiner un-
less there is a clear error in the previous action
or knowledge of other prior art. In general, an
examiner should not take an entirely new ap-
proach or attempt to reorient the point of view
of a previous examiner, or make a new search
in the mere hope of finding something.

Because it is unusual to reject a prewous]y
allowed claim, the examiner should point out
in his letter that the claim now being rejected
wasg previously allowed.

Rev. 49, July 1976

h }falled to. make the date of a senior
application. in correspondence under 37 CFR
1.202, see§1101 01(3)- s

706.06 Rejectlon of Clnnms Copled
From Patent

See§ 1101 O2(f)

706.07 Fmal Rejectlon [R—49]

87 C'FR 1 118 Final rejectm or action (a) On the
second or any. subsequent examination -or: considera-
tion, the rejectlon ;or, other action -may-be made final,
whereupon appllcant's response. is -limited to appeal in
t.he caseof rejectlon of.any claim (§1.191) or to amend-
ment as specified in § 1.116. Petition may-be taken'to
‘the Commissioner in:the case of ‘objections or require-
ments -not . involved in the rejection of any claim
51 181). Response to a final rejection or ‘action must
include cancellation of, or appeal from the rejection
of, each claim so rejected and, if any claim stands al-
lowed compliance with apy reguirement or objection
as to form. ,

. Ab) .In making such final rejection, the examiner
shall repeat or state all grounds of rejection then con-
sidered applicable to the claims in the case, clearly
stating the reasons therefor,

Before final rejection is in order a clear issue
should be developed between the examiner and
applicant. 'To bring the prosecution to as
speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public, the invention as disclosed and
claimed should be thoroughly searched in the
first action and the references fully applied;
and in response to this action the applicant
should amend with a view to avoiding all the
grounds of rejection and objection. Switching
from one subject matter to another in the
claims presented by applicant in successive
amendments, or from one set of references to
another by the examiner in rejecting in suc-
cessive actions claims of substantially the same
subject matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
issue gor an early termination; i.e., either an
allowance of the case or a final re]ectlon

While the rules no longer give to an appli-
cant the right to “amen(ig as often as the ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction

et
et




EXAMINATION OF APPLICATIONS , 706.07

hasty and ill-considered final rejections. The
applicant who is seeking to define his invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the examiner to that
end, and not be prematurely cut off in the
prosecution of his case. But the applicant
who dallies in the prosecution of his case, re-
sorting to technical or other obvious subter-
fuges in order to keep the application pending

before the primary examiner, can no longer
_find a refuge in the rules to ward off a final

rejection.
The examiner should never lose sight of the
fact that in every case the applicant is entitled
to a full and fair hearing, and that a clear issue
between applicant and examiner should be de-
veloped, if possible, before appeal is prose-
cuted. However, it is to the interest of the
applicants as a class as well as to that of the

74.1 Rev. 49, July 1976




public that pre

as few actions a e ;
consideration of its merits. = o
Neither the statutes nor the Rules of Practice
confer any right on an applicant to an extended
prosecution. . Ex parte Hoogendam, 1939 C.D.
3:4990.G.3. B

STATEMENT oF GROUNDS

In making the final rejection, all outstand-
ing grounds of rejection of record should be
carefully reviewed, and any such grounds re-
lied on in the final rejection should be reiter-
ated. They must also be clearly developed to
such an extent that applicant may readily judge
the advisability of an appeal unless a single
previous Office action contains a complete state-
ment supporting the rejection.

However, where a single previous Office ac-
tion contains a complete statement of a ground
of rejection, the final rejection may refer to
such a statement and also should include a re-
buttal of any arguments raised in the appli-
cant’s response. If appeal is taken in such a
case, the examiner’s answer should contain a
complete statement of the examiner’s position.
The final rejection letter should conclude with
a statement that:

“The above rejection is made FINAL”, or
“This is a2 FINAL rejection”.

The Office action first page form PTOL-326
should be used in all Office actions up to and
ineluding final rejections.

A final rejection must be signed by a primary
examiner.

For amendments filed after final rejection,

see §§ 714.12 and 714.13. [R—48]
706.07(a) Final Rejection, When
Proper on Second Action

[R-48]

Due to the change in practice as affecting
final rejections, older decisions on guestions of
prematureness of final rejection or admission of
subsequent amendrments do not necessarily re-
flect present practice.

Under present practice, second or any subse-
quent actions on the merits shall be final, except
where the examiner introduces a1 new ground
of rejection not necessitated by wnendment of
the application by applicant whetlier or not the
prior art is alveady of record, Furthermore, a
secondd or any subgeqient action on the merits
in any application will uot be made final if it
inclides a rejection. on newly cited art, of any
claim not amended by applicant in spite of the
Fact that other claims may have been amended
to requsire newly eited art,

75

- A second or any subsequent action on the
ts in a pplication should not be made
final if it includes a rejection, on prior art not.
of record, of any claim amended to include lim-
itations which should reasonably have been ex-
pected to be claimed. See Sections 904 et seq.
For example, one would reasonably expect that
a rejection under 35 U.S.C. 112 for the reason of
incompleteness would be responded to by an
amendment supplying the omitted element.

See § 809.02(a) for actions which indicate
generic claims not allowable.

In the consideration of claims in an amended
case where no attempt is made to point out the
patentable novelty, the examiner should be on
guard not to allow such claims. See § 714.04.
The claims, however, may be finally rejected if,
in the opinion of the examiner, they are clearly
open to rejection on grounds of record.

706.07(b) Final Rejection, When
Proper on First Action
[R-43]

The claims of a new application may be finally
rejected in the first Office action in those situa-
tions where (1) the new application is a con-
tinuing application of, or a substitute for, an
carlier application, and (2) all claims of the new
application (a) are drawn to the same invention
claimed in the earlier application, and (b)
would have been properly finally rejected on the
grounds or art of record 1 the next Office action
if they had been entered in the earlier applica-
tion, '

However, it would not be proper to make final
a first Office action in a continuing or substitute
application where that application contains
material which was presented in the earlier
application after final rejection or closing of
prosecution but was denied entry for one of the
following reasons:

(1) New issues were raised that required fur-
ther consideration and/or search, or

(2) The issue of new matter was raised.

Further, it would not be proper to make final
a first Office action in a continuation-in-part
application where any claim includes subiect
matter not present in the earlier application.

A request. for an interview prior to first ac-
tion on a continuing or substitnte application
should ordinarily be granted.

Prema-

Final Rejection,

ture

706.07 (¢)

Any question as {o prematureness of a final
rejection should be raised, if at all, while the
case is still pending before the primary exam-

Rev, 48, Apr. 1076
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, 't v of the re-
jection. - It may ore not be advanced as a
ground for appeal; or made the basis of com-
plaint before the Board of Appeals. It is re-
viewable by petition. s D

706.07(d) Final Rejection, With-
drawal of, Premature

[R-29]

If, on request by applicant for reconsidera-
tion, the primary examiner finds the final rejec-
tion to have been premature, he should with-
draw the finality OF the rejection.

706.07(e) Withdrawal of Final Re-
jection, General [R-48]

See 8§ 714.12 and 714.13, Amendments after
final rejection. '

Once a final rejection that is not premature
has been entered in a case, however, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of 37 CFR 1.116 {rule 116).
This does not mean that no further amendment
or argument will be considered. An amendment
that will place the case either in condition for
allowance or in better form for appeal may be
admitted. Alo, amendments complyving with
objections or requirements as to form are to be
permitted after final action in accordance with
37 CFR 1.116(1).

The examiner may withdraw the rejection of
finally rejected elaims. If new facts or reasons
are presented such as to convinece the examiner
that the previously rejected eclaims are in fact
allowable, then the f{inal rejection should be
withdrawn. Oceasionally, the finality of a re-
jection may be withdrawn in order to apply a
new ground of rejection.

Although it is permissible to withdraw a final
rejection for the purpose of entering a new
ground of rejection, this practice is to be limited
to situations where o new reference either fully
meets at least one elaim or meets it except for
differences whiclh are shown to be completely
obvious.  Normally, the previous rvejection
shonld be withdrawn with respect to the elaim
or claims involved.

The practice should not be used for applica-
tion of subsidinry references, or of camulative
reforences, or of references which are merely
eansidered to be better than those of record,
Furthermore, the practice should not he used
for entering new non-reference or so-called “fop.
mal” grounds of rejection such as thoze under
35 U=, 112,

Hew. 48, Apr. 1976

en a final rejection is. withdrawn, all

_amendments filed after the final rejection are

oftlina:ily entered. '

707 Examiner’s Letter or Action
[R—48]

37 CFR 1.10%. Nature of eramination; eraminer's
action. (z; On taking up an application for examina-
tion, the examiner shall make a thorough study thereof
and shall make a thorough investigation of the avail-
able prior art relating to the subject matter of the
invention ssught to be patented. The examination shall
be complete with ‘respect both to compliance of the
application with the statutes and rules and ‘to the
patentabitity of the invention as claimed, as well as
with respect to matters of form, unless otherwise
indicated. ' ,

(b)- The applicant will be notified of the examiner's
action. The reasons for any adverse action or any ob-
jection or requirement will be stated and such informa-
tion or references will be given as may be useful in
aiding the applicant to judge of the propriety of con-
tinuing the prosecution of his application.

Under the current first action procedure, the
examiner signifies on the action form PTOIL-
326 certain information including the period
set for response, any attachments, and a “sum-
mary of action,” the position taken on all
claims.

This procedure also allows the examiner, in
the exercize of his professional judgment to

indicate that a discussion with applicant’s
vepresentative  may result in  agreements

wherehs the application may be placed in con-
dition for allowance and that the examiner
will teleplione the representative within about
two weels. Under this practice the applicaut’s
representative can be adequately prepared to
conduet such a diseussion. Any resulting amend-
ment may be made either by the applicant’s
attorney or agent or by the examiner in an
examiner’s amendment. It should be recog-
nized that when extensive amendments are nee-
essary it wonld be preferable if they were filed
by the attorney or agent of record, therehy
reducing the professional and clerical wotrkload
in the Office and also providing the file wrapper
with a better reeord, ineluding applicant’s argu-
ments for allowability as required by 37 CFR
IRIRE

The ot of references cited appears on a sep-
arate form. Notice of References Cited, P'FO-
892, (copy in 3 T07.05) attached to applieant’s

copies of the action, Where applicable, Notice

t




EXAMINATION OF APPLICATIONS ; 707

patent is 1e]ected or any ob]ectlon .ol made"

U.S.C. 132) notification of the reasons for
- rejection and/or objection together with such
and are to be-considered . information and references as may be useful in
action. E judging the propriety of continuing the prose-
Replies to Office actions \hould 1110111(1@ the  cutlon, as required under the Statute, should
3-digit art unit number and the examiner’s  appear in columns 2-4 of a completed form
name to expedite handling within the Office. PTO-1142, supplemented by relevant sections e
In accordance with the Patent Statute, of the btatute on the reverse 'side of the form.

’lhe ‘1tﬁachment% have thy

6.1 Rev, 48, Apr. 1070



PART {

Address : COMMIBBIONER OF PATENTS AND TRADEMARKS
Wasghingtan, 0.C. 20231

1. colegmen artoate3ss  MARED
[ %1{{5“"'1 999,999 ] APR 19 1978

. . GROUP 350

Jogﬂ C. Able 15 High
123l Jefferscn Davis Highway
Arlington, Virginia 22202 n CHARGE OF YOUR ABPLICATION, eh

COMMISTHONER OF
PATENTS AKD TRADEHARHS

Xmu wplication has been enamined.
[rescoasive to commumication fited on
[] this action is made fimat.

A SHORTENED STATUTORY PERICD FOR BESPONSE TO THIS ACTION 1S SET TO EXPIRE _3____ MONTH{ S)
T —il FBUA THE DATE OF THIS LETTER.

FAILURE TO RESPOND WiTHIN THE PERIOD FOR RESPONSE WILL CAUSE THE APALICATION TO BECO;ASEUA:aNg;NED-

THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1.K Notice of References Cited, Form PTO—892. 2. ] notice of nformal patent Drawing, pTo—343.
3.[] wotice of intommas patent Agplication, «J
Form PTO=152

PART If  SUMMARY OF ACTION

t.ﬂ Claims J“ // are pending in the application,
Of the shove, cizims are withdrawn from consideration,

2 D Claims have been cancelled,

3.[7] ciaims are allowed,

Lg Clgims /— 2 are rejected,
S.E Claims ?’ /[ are objected to.

6. D Claims are subject to restriction or election requirement.

7. D The formel drawings filed o0 2re ecceptable,

G.K The drawing carrection request filed on W has been K apptoved,

D disepproved,

Q.E Acknrowl edgemant is mede of the <iaim for priority under 35 1.5.€, 119, The cenified copy has
£} been recaived. HMM filed in parent epplication:

C] not been received,
sesisi oo, SELEER . eaon =52 T .

. E:] ﬂm:g this applic ston appesrs 16 be n coadition for sliswance escept fof lormal matters, plaseculion 28 o the
merils is closed in siaedente with the practice under £x perte Cuayle, 935 C.0, 11 453 0C, 215

1. [ ] oer

Fasm P08~ 3 (rav. 117

Bev. 48, 4pr. 1976
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& FORM Pm 1142/
13275y

U.S. DEPARTMENT OF COMMERCE '

Pam! ond Trademark Office
ARt (MRS ??9 999 |"355 "
NOTIFICATION OF lElEC!ION(S) AND/OR O8JECTION(S) (35 USC 132) :
g |
v 434 usel| A
/702
15 1Axle ésséinbfl'& @C each Fixed
1 |2,5 | usc 8/c +o %ubu'/ér, members (F/'g. 2 of
, /02 , ‘ L P
B, Fig.#of C).
, v o Obmaus ‘/D ex*cnd a,u.xr//ary wﬁee/s
|35 T /m‘era.ll as /n E
3 6,7 | 4.S.C|DvE+F P 2. I?r /4/0 obvious 7o pra-
V- 3 vid Ver-hcally a.a(;us-/ab/e wheels.
Vin 4s shown by F(F/j 2). ..
5 N ‘"A‘,”Der-fur& " 15 misdes ’c'r:i’p*ire_ '”
L7 ‘
4 16,7 | ws.0| — ,a'efnmj 4 Sleeve wn’-/nn a
//z,,
p/:m Fframe member
s & 35 , . Dbrious e extend. auxiliary wheels
us.ec. AvE  of A [F/ />
163

gav‘em//y as in E
lp. 2, .s /-6
6 | 9-/] -

Objected Ho — cdlepend -:4~om re/ected
c/&lrm will be a;/peowed /: "E;L{r'l#ﬂh
in in epmdcn-/'” Lorm,

7 .

Claim b would be allowed if armended o recite Hhe
Specifie hydraulic wheel- roving arrangem

G a/ted o show an analogous hydraulic wheel/-
Mormj mechanism,

AT A
¢ Copiraf lettacs ropresenting raferences are ideniified on
ascompanying @g e BTG.092,

[

The symbol s’ Mwww latters roprasants « ie vigw af «
The syembsl "o or B

19031 =687 . 2090
: y “/7@»%@ AR et A
botwaen [ottais 1aprosenie « gud
b glash "'/ ta

betwesn lutfers represants the sliermative < oe

Thomas F. Callaghsn
Primary Examiner
HOTE  Sectons W%, 1Y, 162, 183, ond 132 of the Patent Statute
(Virla 35 of the United S1aves Cade) are teproduced ar the
ok of this sheer,

ket Unit 353

=2
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pital letters on

' form PTO-892,

n of the references as applied being

d by symbols illustrated and defined at
the bottom of the form;
Column 4 will supply the necessary informa-
tion useful in judging the propriety of con-
tinuing the prosecution.

en

considered necessary for adequate in-

for identifica
other parts of the actio > 1
mbered page 2 in the space provided at
he m, and material to be inserted on the
lower part of the form should be arranged in
‘ ph format starting with and sequen-
ally numbered after paragraph 5 with a blank
space between each paragraph.
 The prearranged paragraphs numbered 1-4
on the upper part of form PTO-1142 are ex-
pected to be adequate for all the claims that are
subject to rejectio d/or objection in most
cases. If additional paragraphs are needed for
that purpose, they may be arranged on the
lower part of the form with the claims, reasons

s), an T pal
rence(s), and/or any relevant co

efly stated should be inserted in. .

For rejections under section 103, the
way in ¥

n, the particular figure(s) of the
d}:u" ‘page(s) or paragraph(s),

which a reference is modified or-plural
references are combined should be set out in

for rejection, references and information ver-
v aligned with the columns on the upper
the form, with or without extending the
vertical column lines. downward and, if ex-
ed downward, preferably without passing

* through the vacant space between paragraphs 4

condensed language.

b .

In exceptional cases; as to ;f:satisfy the:more: -

stringent requirements under 37 CFR:1.106(b),
and in pro se:cases where the inventor:is un-.
familiar with the patent:law and practice, a -

more complete explanation may be needed. If
necessary, a regular action, not using form
PT0O-1142, may be prepared.

PTO-892 with the capital letters in the left-
hand margin should be used with form PTO-
1142. To facilitate the use of these letters for
reference identification, the patents and other
references should be listed in the order they are
first used on form PT0-1142. Accordingly, the

first U.S. patent used as a reference in prepar-

ing form PT0-1142 will be identified by letter
“A” and listed in the first line of form PTO-
892 regardless of the patent number, the second
U.S. patent used will be identified as “B” and
listed in the second line, ete. The first forei
patent or publication used will be listed on the
line identified by letter “L”.

Objections to the disclosure, explanation of
references cited but not applied, indication of
allowable subject matter, requirements (includ-
ing m«iuirszments for restriction if space is
available) and any other pertinent comments
2"1% be written at the bottom of form PTO-

Summary sheet PTOL~326, which serves as
the first page of the Office action, will continue
to be used with all first actions and, as usual,
will identify any allowed elaims. This summary
sheet, designated as page 1. identifies two parts
of the Office action with Roman numerals as
“Part I and “Part 117,

Revised “Notice'of References Cited” form ~

pace in the form including the lower part
is inadequate for all the claims that are subject
to rejection and/or objection, a second form

Ifs

-~ PTO-1142 may be used, marked as page 3 and

further marked for distinguishing identifica-
tion as “Part I1I-a” with the lower case letter
“a” inserted after the printed Roman numeral
I11. ;

“Tf the space on the form or forms is inade-

quate for completing the rest of the action
{other than rejection and/or objection of
claims), a regular blank action sheet may be

" used, marked with a page number succeedin

the page number on the forms. This page shoul
be marked as “Part IV”, and marked with para-
graph numbers in sequential order starting
with number “17,

If form PTO-1142 is the last sheet of the

_ action without additional typed pages annexed,

examiner’s signatures and telephone numbers
should be located at the bottom of the form at
the indicated location.

A vellow worksheet form PTO-1142A, corre-
sponding to the form PT(-1142, is available
for use by the examiner in preparing his action
for typing. However, the action should prefer-
ably be written or printed by hand directly on
form PTO-1142, rather than typed if the writ-
ing or printing is legible and clearly readable
in the opinion of the supervisory primary ex-
aminer. All doubts coneerning legibility of
writing or printing shall be resolved in favor of
a typed action, A BLACK INK BALL POINT
PEN MUST BE USED.

The first action should be eomplete, with a
full explanation of the reasons for decisions on
the merits in condensed language, using essen-

Hev. 48, Apr. 1976 76.4

“he form is .




b

I

R

_tial words and ‘phrases in abl

Identification o ntabl
allowable s o,u%d be
§ 707.07(3). e
Form PTO-1142 should be used only for non-
he meri

to prevailing practice using conventional refer-
ence identification, such . as  patentee name,
rather than the capital letter symbols used on
the first action form PTO-1142. e
It is imperative that the condensed language
used on form PTO-1142 be clear, intelligible
and complete for communication to the appli-
cant. ' ’ , ; '

STGGESTIONS

(1) When examiner writes a significant por-
tion of the action on PT0-1142, decides to make
a major change, rather than rewriting the ac-
tion, the PT(O-1142 shouid be completed and
one sheet used as a worksheet for having the
action typed.

(2) If an examiner’s initial attempts at hand
written or printed actions are not deemed to be
easily readable, rather than assuming that all
of his actions should be typed, he should be en-
couraged to make further attempts, adjusting
his writing or printing by making the individ-
ual letters wider and by making o/l letters as
large as the space between the lines permits.

(3) AN carbon copies of PT0O-1142 should
be checked for legibility before the action is
handed in for counting.

{4) When actions are returned by the Refer-
ence Processing Seetion (RPS) for correction,
thev should be routed to the examiner by way
of the supervisory patent assistant (SPA) and
the supervisory primary examiner {(SPE}.

(5) When action returned from RPS with
copy indicating defect.

a. If feasible, correct (e.g., insert phone
number},

b. I not feasible to correct, use original
eopy of returned PTO-1142 as worksheet aned
have new PTO-1142 typed.

Ixsrroorions

(1) PTO-1142 can be used for actions on the
nerits prior to the attorney'’s response to the
irst action on the merits, as for example. a f:«znll'ﬁ
! the previons action being the
; rits or for a first action
is not the first action in
d not be used for o second
itz which ig not made final

i

%

!
f
]

femoental aetion,
first aecfion on t
an the merits w
the ease, bt 1t @
artion on the

76.5

rather than the capital letters used on PTO-

1 11 ather Office actions should also use the
names for the references. If a PTO-1142 is used
for a supplemental action, the previous action
having been the first action on the merits, and
additional references are cited, begin the cita-
tion of the references on the new PT(-892 on
the line having the letter following the last
letter used on the first PTO-892 for that type
of reference.

(2) When using PTO-1142, if the examiner
finds it necessary to cite more references on
PTO-592 than is provided for on the form for
any of the three types of references, he should
use an additional PTO-892 drawing ‘a line
through the letters used to designate that type
of reference and to the left of these letters insert
V, W, X, Y, Z, as necessary.

(8) Prior to starting to write a rejection in
Column 4, if the examiner feels certain that he
will not have enough room in a single box in
that column, he should merely insert: “See
paragraph 67 (or another appropriate para-
graph number) and write the rejection in that
paragraph. If he has any doubts as to whether
the rejection will fit in the box, he should write
the rejection in the box. On reaching the last
line, if he finds that he will not have enough
room, at the end of that line he should write
“Continued in paragraph 67 (or another ap-
propriate paragraph no.) and finish the rejec-
tion in that paragraph. Under no eircumstances
should a rejection started in column 4 of any of
the first five paragraphs be continued into the
next numbered paragraph of that column.

(4) When PTO-1142 is the last page of the
action, the names, signatures, and telephone
number that appears at the end of a conven-
tional action should be placed in the box in the
lower right-hand corner of the form.

(5) Examiners are never to fill out address
part of PTOI-326.

(6) In Col. 4, the references should always
be referred to by the appropriate letter. The
symbols appearing at the bottom of the form
should never be used in Column 4.

(7) When a section of U.S.C. iz referred to
in Col. 2. it should always include 33 U.8.C. as
well as the section of the statute,

(8) Only capital letters representing refer-
ences and the gymbols appearing at the bottom
of the form shonld appear in Col. 5. For ex-
ample, the examiner shonld not indicate in

Col, e |
AvB
as applied

above
v

Rev. 48, Apr. 1976



. (9) Reference citation form PTO-892 should
be marked with t,he paper xmmber to whwh 1&
. isan attachment.
(1) Old forms POIN?;% und PO—SQ?
i ( dated earlier than 10-70), should never be used
—s with PT0-1142 but the) may ‘be ‘used Wlth
other actions,
(11) The three parts of the actlon (forms
= PTOL~326, PTO-892 and PT0-1142) should
be stapled together when ﬁnally placed in the
file wrapper.

Most FreqQuexT DEFECTS

(1) No telephone number.

(2) Reference names used in Col. 4 and para-
graph 6.

(3) Writing or printing not easily readable:

Bav. 48, Apr. 1906

MANUAL OF PATENT EXAMINING PROCEDURE
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Carbon too light
. Printing too small or compressed
- Handwriting not easily readable
(4) ‘References merely described and not
“ombmed in Cohtmn 4.

?07 Ol Prlmary Exammer Indicates
 Aection for New Assistant [R-
20]

After the search has been completed action
is taken in the light of the references found.
Where the assistant examiner has been in the
Office but a short time, it is the duty of the
primary examiner to cro into the case thor-
oughly. The usual procedure is for the assist-
ant examiner to explain the invention and
discuss the references which he regards as most




pertinent. primary.
cate the action to be faken,

or election of species is to be required, or
he clsums ‘are to be con_mdered on

whether

is known.

707.02 (a) Cases Up for Third Action
and Flve-Year Cases
- [R-417

plication is by finding. the best references on
the first search and carefully applymg them.

The supervisory primary. examiners are ex-
pected to personally check on the pendency of
every application which is up for the third or
subsequent official action with a view to finally
concluding its prosecution. .

Any case that has been pending five years
should be carefully studied by the supervisory
primary examiner and every cffort made to
terminate its prosecution. In order to accom-
plish this result, the case is to be considered
“special” by the examiner.

707.04 Initial Sentence [R-48]

The “First Page of Action” form PTOI-326
contains an initial sentence which indicates the
status of that action, as, “This application has
been examined” if it is the first action in the
case, or, “Responsive to communication filed

* Other papers received, such as sup-
plemenml amendments, afﬁddvxta, new draw-
ings, ete., should be separately mentioned.

A preliminary amendment in a new case
should be acknowledged by adding a sentence
such as “The amendment filed (date) has been
received.”

_any

The %\tpervxwrv pnmarv exam ners should
impress their assistants with the fact that the’
shortest path to the final disposition of an ap- -

ite appropmabe prior art
) the subject matter defined
sucl )nor art is clted, its

per tmenoe
~Allowed apphcatxons should gener*ulv con-
‘tain a citation of pertinent prior art for print-
ing in the patent, even-if mo claim presented
during the prosecution was considered unpat-
entable over siich prlor art. Only in those in-
‘stances where a; proper search has not revealed
't relevant te the clalmed invention

yrior art is cited,
ie” on a form
; file wrapper.
-eferences -have been: ited during the
pl cution of parent apphcatzons and a con-
tinning apphmtlon, having no newly cited ref-

on'a *’0rm PTO-892: The form should then be

- placed in the file of the contmumg application.

See Section 1302.12.

In all continuing applications, the parent
applications should be reviewed for pertinent
prior art.

37 CFR 1.107. Citation of references. If domestic
patents he cited, their numbers and dates, the names of
the patentees, and the classes of inventions must be
stated. If forelgn patents be cited, their nationality
or country, numbers and dates, and the names of the
patentees must be stated, and such other data must be
furnished as may be necessary to enable the applicant
to identify.the patents cited. In. citing foreign pat-
ents, in case part only of the patent be involved, the
particular pages and sheets containing the parts relied
upen must -be -identified. If printed publications be
cited, the author (if any), title, date, pages or plates,
and place of publication, or place where a copy can be
found, shall be given.  When a rejection is based on
facts within the personal knowledge of an employee of
the Office, the data shall be as specific as possible, and
the reference must be supported, when called for by the
applicant, by the affidavit of such employee, and such
affidavit shall be subject to contradiction or explana-
tion by the affidavits of the applicant and other
persons.

Rev. 48, Apr. 1976




WMYIMIT

s Tl m:.,wm |949 992 |25 3|
STRuCK et al |

IJ.S PATENT DOCUMENTS
s FRING DATE I
APFROPRIATE

/|9~ 1955 | vERAIN 21|/02RX

p-1951| HEALY |sdo| T x|

O lnlm|» ]

112-/9710 ToNvES , 96| /.6

sl || ¢

4
|/~ 1938) ALTORFER 2/|Die. 2}
2
O}

Ol 5-/19¢¥| BoERVER =~ Plart 20

+®

1-1975|DAavidsoN pal P

3|5-/92¢| ScorT | ss|retar]

le-19¢0| ROCHE e /e9

¥-1932\Marinsky | 24 |20k ¢

I C S O el S N
1 *%5# ,

2
¥ 1-1976| OWENS - D | & H-13-/974
/

6

9

W i [% |
\o.Eo

5-1962| WoLFF 24 la74 we

[O]e

FOIEIGN PATENT DOCUMENTS

DATE COUNTRY NAME QA - SHTS.
- Qs OWG | SPEC.

1-1950 |AuSTRALIA [PPER DRadueTd 24 |/34 QAl

,.
.

I~

11-1934 | FRANCE |LorENZ 26| /ER| 1 4.

/
2
20/ |of i3 |ER  lcrosse | 26| 515

ojZzi 3

7-/563|GERMANY | MuUTHER 91 6

WY ie x|
*
fio|~iviw

<%

9
2181 3- 19641 CANADA  (FISHBURNE | /00| 276 |/-5|1-19

~
<«

OTHER REFERENCES (including Author, Title, Date, Pertinent Pages, Efc.}

Chemical Abstracks, Vol. 7s, Ne. 20, Wov. 15,187/, p. 153, abstrect no.

7
I (7} f s sy
Eat: Library,

atigus’, copy in Group /20 Librar
(soogeccc )Winslow, C.E.A., Eresh Air and Vent/ lation, E.P. Dectton,
NY., 1926, P 497- He, TH 7653 ws, 3/5-22.

., . & Aerospace Technelogy, Vol. 3, Acagemic
/" -25‘0-/08’

‘ f. cols, Carbide @mzu/
"PY in éf@up/l@ L/brapy

corpwan

Rlc/nard Stone 4-/0- 76

® 4 copy of this relerence is not furrdshed with this office action.
(o Marwal of Potent Examiniog Procadure, section 707.05 (a).)
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references are also p
for use by the exami
Copies of refer
time of allowance Quayle ac N
and by applicant ceordance with §§ 707.05
(b) and 708.02 are noz furnished to applicant
with the Office action. Additionally, copies of
references cited in continuation applications if
they had been previously cited in the parent
application are not furnished. The examiner
should check the left hand column of form
PTO-892 if a copy of the reference is not to be

furnished to the applicant.

In the rare instance where no art is cited in
a continuation application, all the references
cited during the prosecution of the parent appli-
cation will be listed at allowance for printing
in the patent.

To assist in providing this service, the exam-
iner should :

(a) Write the citation of the references on
form PTO-892, “Notice of References Cited”.

(b) Place the form PTO-892 in the front of
the file wrapper.

(¢) Include in the application file wrapper all
of the references cited by the examiner which
are to be furnished to the applicant and which
have been obtained from the classified search file
with the exception of “Jumbo® patents (any
.S, patent in excess of 40 pages). The “letter”
designation from the PTO-892 form for
“Jumbo” references. along with the designation
*Jumbo” should be placed in the lower right-
hand box on the form PT0-892. Copies of
“Jumbo” patents will be ordered by the clerical
staff.

(d) Make two copies of each reference which
is to be supplied and which has been located in
a place other than the classified search file (i.e.
textbooks, bound magazines, personal search
material. ete.). Using red ink identify one
copy as the “File Copy™ and the other copy as
the “Applicant’s Copy™. Both copies should be
placed in the application file wrapper.

{e) Turn the application in to the Docket
Clerk for counting. Any application which is
handed in without all of the required references
will be returned to the examiner. The missing
reference(s)y should be obtained and the file re-
turned to the Docket Clerk as quickly as pos-
sible,

In the case of design applications, procedures
are the same as set forth in section 707.05(a)-

78.1

charge. Any other subject matter relied on by
the examiner will ‘also ' be provided without
charge. Where an applicant "gesu'w a complete
copy of a patent it may be obtained through
the Customer Services Division ‘at the usual

707.05(b) Citation of Prior Art by
. Applicants  [R-45] =

~ This section sets forth 'positive guidelines
for applicants, their attorneys and agents who
desire to submit prior art for consideration by
the Patent and Trademark Office. Such cita-
tions of relevant art are welcomed and are en-
couraged. In order that they may be most effec-
tively considered by the examiner, however, with
as little disruption of the regular examination
process as possible, it is requested that they be
submitted in accordance with the following

guidelines. o
(1) Citations should be submitted within

three months after the application filing date if
possible. Any citation made after the first ac-
tion on the merits (if this oceurs more than
three months after filing) should be accom-
panied by an explanation of why it was not
earlier presented. This may take the form of a
statement that it was made as soon as the art
or other material was discovered, or as soon as
its pertinency was appreciated, indicating the
date of discovery of the cited material or its
pertinency.

(2) Full text copies of the pertinent portions
of all such prior art citations or other material
relevant to patentability of the claimed inven-
tion should be supplied, whether the citation is
made in a separate paper or in the specification
of the application. This will be unnecessary in
the case of pending or abandoned United States
applications (e.g. Defensive Publications). In
the case of publications, a copy of the title page,
its copyright notice or other indication of a pub-
lication date, and copies of the entire pages
which contain the text of the relevant material
will be sufficient.

Also, where the applicant has submitted prior
art in accordance with this section in a priov
application, reference to the prior application
and the submission of the prior art therein will
be sufficient for the continuing application,
However, any change in applicant’s position
regarding the cited art and its relevaney to the
claimed subject matter should be indicated.

Rev. 80, Oct, 1976
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translation of its | r’tment poxtlons sho nticipate o roest the laimed invention, no
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; lish language pat.
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P

by the mailing of an
lc’)‘gj il-

j , he
iner unless th ion is accompanied by :

(a) A proposed amendment cancelling or
further restricting at least one independent
claim and narrowing the scope of protection
uights &0 B T ST e
(b} A timely affidavit under Rule 131 (37
CFR 1.131) with respect to the material cited;
or . ,

(c) A statement by the applicant or his at-
torney or agent that, in the judgment of the
person making the statement, the prior art or
other material cited raises a serious question as
to the patentability of the claimed sn?bject mat-
tor. i) B b

If the material is submitted after the base is-
sue fee has been paid, it must also be accom-
panied by a petition under 37 CFR 1.183 re-
questing a waiver of 37 CFR 1.312 and an
amendment under 37 CFR 1.312. Such petition.
if granted, would result in review of the art by
the examiner and possible entry of the amend-
ment.

Submitted citations will not in any way
diminish the obligation of examiners to conduct
independent prior art searches, or relieve ex-
aminers of citing pertinent prior art of which
they may be aware, whether or not such art is
cited by the applicant. Nothing in this section is
intended to relieve applicants of any respon-
sibility they may have to cite known prior art
to the Patent and Trademark Office.

If the specification or a separate paper filed in
the application contains ecitations relating to
background material, applicant has the respon-
sibility of determining whether or not such
material is sufficiently relevant to the claimed
invention that full compliance with these guide-
lines is necessary.

Prior art submitted by applicant in the man-
ner provided herein will not be supplied with
an Office action, but will be listed on the form
PTO-892, “Notice of References Cited,” along
with other prior art relied upon by the examiner
during the examination. Accordingly, the ex-
aminer should check the space on form PTO-
892 to indicate that no copy of that reference
need be furnished to the applicant. Only that
prior art listed by the examiner on form PTO--
%92 will be printed on the patent.

However, if the prior art is submitted in a
manner which does not comply with this seetion,
it is not neeessary to list all cited prior art on

%

to make the citations of:
‘the complete listing of
11 be in the application
file and will be available for inspection by the
public after issuance of the patent. The examin-
er.may. that he has considered all the prior
art cited by applicant, even if it was submitted
in a manner which does not fully comply with
the requirements of this section. . - - ,

Citations of prior art may be placed of record
in the patented file after the grant of the patent
at the request of the patentee (see Section
100(d) of Title 35, United States Code, for
definition ‘of patentee). Any such submissions
by the patentee will be placed in the patented
file without comment by the Patent and Trade-
mark: Office. Citations submitted to:the Patent
and Trademark Office by third parties will not
be placed in the record of a patented file unless
the party submitting the art certifies that he has
sent the owner of record copies of the cited art
and of his letter transmitting it to the Paten.
and Trademark Office. o

707.05(c) Order of Listing [R-49]

In citing references for the first time, the
identifying data of the citation should - be
placed on form PT(-892 “Notice of References
Cited”, a copy of which will be attached to the
Office action. No distinction is to be made be-
tween references on which a claim is rejected and
those formerly referred to as “pertinent”. With
the exception of applicant submitted citations
(§8 707.05(b) and 708.02), the pertinent fea-
tures of references which are not used as a basis
for rejection, shall be pointed out briefly.

Revised “Notice of References Cited” form
PTC-892 with the capital letters in the left-hand
margin should be used with form PT0O-1142. To
facilitate the use of these letters for reference
identification, the patents and other references
should be listed in the order they are first used
on form PTO-1142. Accordingly, the first U.S.
patent used as a reference in preparing form
PT0-1142 will be identified by letter “A” and
listed in the first line of form PTO-892 regard-
less of the patent number, the second U.S.
patent used will be identified as “B" and listed
in the second line, ete. Vhe first foreign patent
or publication used will be listed on the line
identified by letter “1”.

See § 1302.12.

707.05 (d)

Reference Cited in Subse-
quent Actions

Where an applicant in an amendatory paper
refers to a reference which is subsequently

Rev. 40, July 1076
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quires the examiner to give certain data when
citing references. The patent number, patent
date, name of the patentee, class and subclass,
and the filing date, if appropriate, must be
given in the citation of U.S. patents. This in-
formation is listed on the “Notice of References
Cited” form PT0-892 (Copy at § 707.05). See
§ 901.04 for details concerning the various series
of U.S. patents and how to cite them. Note that
patents of the X-Series (dated prior to July 4,
1836) are not to be cited by number. Some U.S.
patents issued in 1861 have two numbers
thereon. The larger number should be cited.

If the patent date of a U.S. patent is after
and the effective filing date of the patent is
before the effective U.S. filing date of the ap-
plication, the filing date of the patent must be
set forth along with the citation of the patent.
This calls attention to the fact that the par-
ticular patent relied on is a reference because
of its filing date and not its patent date. Simi-
larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated.

In the rare instance where no art is cited in a
continuation application, all the references cited
during the prosecution of the parent application
will be listed at allowance for printing in the
patent. See § 707.05(a).

Cross-REFERENCES
Official cross-references should be marked

P “x”‘

Bev. 49, July 1676

’ev A um r :

g : 4
ry, name of the
ass must be given.
e furnished, and
n the re is relied upon,
10 sheet and page n specifically relied
upon and the total number of sheets of drawin
and pages of specification must be includ
(except applicant submitted citations) ; (2) the
entire disclosure is relied upon, the total nuraber
of sheets and pages are not included, and the
appropriate .columns -on PTO0-892 are left
blank, T
Publications such as German allowed ap-
plications and Belgian and Netherlands printed
igecxﬁCatxons should be similarly handled. If
o total number of sheets and pages in an
publication ¢o be furnished (other than U.S.
patents) exceeds 15, the authorizing signa-
ture of the supervisory primary examiner is
required. Applicants who desire a copy of the
complete foreign patent or of the portion not
“relied on” must order it in the usual manner.
See § 901.05(a) for a chart in which foreign
language terins indicative of foreign patent and
publication dates to bc cited are listed.

PUBLICATIONS

See §711.06(a) for citation of abstracts,
abbreviatures and defensive publications, See
§ 901.06(c) for citation of Alien Property Cus-
todian publications. ‘

In citing a publication, sufficient information
should be given to determine the identity and
facilitate the location of the publication.” The
data required by ?1.107 (§ 707.05) with the
specific pages relied on identified together with
the SCIENTIFIC LIBRARY call number
will suffice. The call number appears on the
“spine” of the book if the book is thick enough
and, in any event, on the back of the title page.
Books on interlibrary loan will be marked
with the call number of the other library, of
course. THIS NUMBER SHOULD NOT BE
CITED. If the copy relied upon is located
only in the pj;mup making the action (there
may be no call number), the additional infor-
mation, “Copy in Group ” should be given.




- «Calvert, R.  Patents (P aw). In
cyclopedia of Chemieal Technology, ed. by R E.
Kirk and D. F. Othmer. "N.Y,, Interscience
Encyclopedia. Vol. 9, 1952, p. 8687860, TP,
Hine, J. S. Physical Organic Chemistry.
N.Y., McGraw-Hill, 1956, p. 81.  QD476.H5.
Noyes,W. A, Jr. ‘A Climate for Basiec Chem-
ical Research. In Chem. & Eng. News. 38(42):
p.91-95. Oct.17,1960. TP1.T418,
Note: In this citation, 38 is the volume num-
ber, 42 the issue number, and 91-95 the page

E.

numbers iivEe. 8 Lo a

If the original publication is located outside
the Office, the examiner should immediately
order a photocopy of at least the portion relied
upon and indicate the class and subclass in
which it will be filed. The Office action MUST
designate this.class and subclass. STt
 Whenever, in citing references anywhere in
the application ‘file the titles of periodicals are
abbreviated, the abbreviations of titles used in
Chemical Abstracts and printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the following excep-
tions: (1) the abbreviation for the Berichte der
Deutschen Chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber., and (2)
where a country or city of origin is a necessary
part of a complete identification, the country or
city of origin should be added in parentheses;
e.g.,J. Soc. Chem. Ind. (London).

707.05(f) Effective Dates of Declassi-
ﬁeil Printed Matter [R-
50

In using declassified material as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. The printing date in some in-
stances will appear on the material and may be
considered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial wag made available to the public. See Ex

81

. Where an _error in citation of a reference is
brought. to the attention of the Office by appli-
cant, a letter correcting the error and restarting
the previous period for response, together with
a correct copy of the reference, is sent to appli-
cant. Where the error is'discovered by the ex-
aminer, applicant is also notified and the period
for response restarted. In either case, the ex-
aminer is directed to correct the error, in ink,
in the paper in which the error appears, and
place his initials on the margin of such paper,
together with a notation. of the paper number
of the action in which the citation has been cor-
rectly given. See §710.06.

Form PTOL-3186 is used to correct an erro-
neous citation “or an erroneously furnished
reference. Clerical instructions are outlined in
the Manual of Clerical Procedures, §410.C
@and(s).

In any case otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official paper, the ex-
aminer is directed to'correct the citation on an
examiner’s amendment form PTOL~37.

If a FOREIGN patent is incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the
General Reference Branch of the Scientific
Library may be helpful. The date and num-
ber of the patent are often sufficient to deter-
mine the correct country which granted the
patent,

To correct a citation prior to mailing, see the
Manual of Clerieal Procedures, § 410.C(1).




. ! ‘ ;
~ sion of the Board of A
N - 3 s
only when there is no published deci-
sion on the same point. o
When a Commissioner’s ‘order, 'notice 'or
memorandum’ not yet 'incorporated ‘into ‘this
manual is cited in any official action, the title
and’ date of the order, notice or-memorandum
should be given. When appropriate other data,
such as a specific issue of the Jouwrnal of the
Patent Office Society or of the Official Gazette
in which the same may be found, should also be
given.

707.07 Completeness and Clarity of
Examiner’s Action [R-50]

37 CFR 1.105. Completeness of examiner’ s action. The
examiner's action will he complete as to all matters,
except that in appropriate circumstances, such as mis-
Joinder of invention, fundamental defeets in the appli-
eation, and the like, the aetion of the examiner may be
limited to such matters before further action is made.
However, matters of form need not be raised by the ex-
amiser untfi a claim is found allowable,

707.07(a) Complete Action on Formal
Matters [R-50]

_Forms are placed in informal applications
listing informalities noted by the Draftsman
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included in the firs s i '
When any formal requirement is made ifi an
examiner’s. action, that -action s

568 whis aaltneds

707.07(c) Draftsman’s Requirement

{R-36]

See §707.07(a); also §§608‘.02(a)‘,’ | (e),

707.07(d) Language To Be Used In
Rejecting Claims [R-36]

Where a claim is refused for any reason re-
lating to the merits thereof it should be “re-
jected” and the ground of rejection fully and
clearly stated, and the word “reject” must be
used. The examiner should designate the
statutory basis for any ground of regection by
express reference to a section of 35 U.S.C. in the
opening sentence of each ground of rejection.
If the claim is rejected as too broad, the reason
for so holding should be given; if rejected as
indefinite the examiner should point out where-
in the indefiniteness resides; or if rejected as in-
complete, the element or elements lacking should
he specified, or the applicant be otherwise ad-
vised as to what the claim requires to render it
complete,

See § 706.02 for language to be used.




2 of a personal nature must be
iatever may be the examiner’s

view as to the utter lack of patentable merit
in the disclosure of the application examined,
he should not express in the record the opinion
that the application is, or appears to be, devoid
of patentable subject matter. Nor should he
express doubts as to the allowability of allowed
claims or state that every doubt has been re-
solved in favor of the applicant in granting
him the claims allowed.

Although, not every ground of rejection may
be categorically related to a specific section of
the statute, § 112 is considered as the more
apt section for old combination rejection than
§8102 or 103. Ex parte Des Granges, 864
0.G. 712. Py

The examiner should, as a part of the first
Office action on the merits, identify any claims
which he judges, as presently advised, to be
allowable and/or should suggest any way in
which he considers that rejected claims may be
amended to make them allowable. If the ex-
aminer does not do this, then by implication it
will be understood by the applicant or his attor-
ney or agent that in the examiner’s opinion, as
presently advised, there appears to be no allow-
able claim nor anything patentable in the sub-
ject matter to which the claims are directed.

IsrpropeERLY EXPRESSED REJECTIONS

An omnibus rejection of the claim “on the
references and for the reasons of record” is
stereotyped and usually not informative and
should therefore be avoided. This is especially
true where certain claims have been rejected
on one ground and other claims on another
ground.

A plurality of claims should never be
grouped together in & common rejection, unless
that rejection is equally applicable to all claims
in the group.

707.07(e) Note Al Outstanding Re-
quirements

In taking up an amended case for action the
examiner should note in every letter all the
requirements outstanding aguinst the case,
Every point in the prior action of an exam-
iner which is still applicable must be repeated
or referred to. to prevent the implied waiver
of the requirement,

should be required.

as allowable subject matter is found,
correction of all informalities then present

707.07(f) Answer All Material Tra-
: versed ‘

Where the requirements are traversed, or
suspension thereof requested, the examiner
should make proper reference thereto in tus
action on the amendment,

_Where the applicant traverses any rejection,
the examiner should, if he repeats the rejec-
tion, take note of the applicant’s argument und
answer the substance of it.

1f a rejection of record is to be applied to
a new or amended claim, specific identification
of that ground of rejection, as by citation of
the paragraph in the former Office letter in
which the rejection was originully stated,
should be gven.

ANSWERING ASSERTED ADVANTAGES

After an Office action, the response (in addi-
tion to making amendments, etc.) may fre-
querntly include arguments and affidavits to the
effect that the prior art cited by the examiner
does not teach how to obtain or does not in-
herently yield one or more advantages (new
or improved results, functions or effects),
which advantages are urged to warrant issue
of a patent on the allegedly novel subject mat-
ter claimed.

If it is the examiner’s considered opinion
that the assertect ndvantages are without sig-
nificance in datermining patentability of the
rejected claims, he should state the reasons for
his position in the record, preferably in the
action following the assertion or argument
relative to such advantages. By so doing the
applicant will know that the asserted ad-
vantages have actually been considered by the
examiner and, if appeal is taken, the Board of
Appeals will aiso be advised.

The importance of auswering such argu-
ments is illustrated by In re Herrmann et al.,
1959 C.D. 159; 739 O.G. 549 where the appli-
cant urged that the subject matter claimed
produced new and useful results. The court
noted that since applicant’s statement of ad-
vantages was not questioned by the examiner
or the Board of Appeals, it was constrained
to accept the statement at fuce value and there-
fore found certain claims to be allowable.

Rev. 86, Apr. 1978




. eal examination should
as much as ible. The examiner ordi-
narily should reject each claim on all valid

grounds available, avoiding, however, undue

multiplication of references. (See §904.02.)
%ﬁéﬁta technical rejections on grounds such as

~of proper ‘disclosure, undue breadth,
serious indefiniteness and' res judicata should
be applied where appropriate even though
there may be a seemingly sufficient re-
jection on the basis of prior art. Where a major
technical rejection is proper, it should be stated
with a full development of reasons rather than
by a mere conclusion coupled with some stereo-

expression. P EE
- In cases where there exists a sound rejection
on the basis of prior art which' discloses the
“heart” of the invention (as distinguished from
prior art which merely meets the terms of the
claims), secondary rejections on minor technical
grounds should ordinarily not be made. Certain
technical rejections (e.g. negative limitations,
indefiniteness) should not be made where the
examiner, recognizing the limitations of the
English language, is not aware of an improved
mode of definition. , '
Some situations exist where examination of an
application appears best accomplished by limit-
ing action on the claims thereof to a particular
issue. These situations include the following:
(1) Where an application is too informal for
a complete action on the merits; see § 702.01;
(2) Where there is an undue multiplicity of
claims, and there has been no successful tele-
phone request for election of a limited number
of claims for full examination; see § 706.03(1) ;
. (3) Where there is a misjoinder of inven-
tions and there has been no successful telephone
request for election; see §§ 803, 806.02, 812.01;
(4) Where the disclosure is directed to per-
petual motion; note ex parte Payne, 1904 C.D.
42;108 0.G. 1049.

However, in such cases, the best prior art readily
available should be cited and its pertinancy
pointed out without specifically applying it to
the claims,

On the other hand, a rejection on the grounds
of res judicata, no prima facie showing for re-

isse, new mmatter, or inoperativeness (not:

involving perpetual motion) should be accom-
plished by rejection on all other available
grounds,

707.07(h) Notify of Inaceuracies in
Amendment [R-27]

See 2 714.23.

Rev. 31, Jon. 1972

‘be avoided ;

ned in Each Letter ~ [R-

every letter each claim shou]d b men-

tioned by number, and its treatment or status
given. Since a claim retains its original nu-

meral throughout the prosecution of the case,
its history through successive actions is thus
easily traceable.  Each action should conclude
examination. S AR AT

- Claims retained under rule 142 and claims
retained under rule 146 should be treated ‘as
set out in §§ 821 to 821.03 and 809.02(c). =

" See §1109.02 for treatment of claims in the
application of lusing party in interference.
~The Index of Claims should be kept up to
date as set forth in § 717.04. « o

707.076) " State ':'Wyh'en Cléims'Am"A].
TN Jewable | [R-20]

INvENTOR FILED APPLICATIONS

When, during the examination of a pro se
case, it becomes apparent to the examiner that
there is patentable subject matter disclosed in
the application, he shall draft one or more
claims for the applicant and indicate in his
action that such claims would be allowed if in-
corporated in the application by amendment.

his practice inl expedite prosecution and
offer a service to individual inventors not repre-
sented by a registered patent attorney or agent.

Although this practice may be desirable and
is permissible in any case where deemed appro-
Enate by the examiner, it will be expected to

e applied in all cases where it is apparent that
the applicant is unfamiliar with the proper pre-
paration and prosecution of patent applications.

- with a summary of all claims ‘presented for

ArLrowarLE ExCerT a8 To ForM

When an application discloses patentable
subject matter and it is apparent from the
claims and the applicant’s arguments that the
claims are intended to be directed to such
patentable subject matter, but the claims in
their present form cannot be allowed because
of defgcts in form or omission of a limitation,
the examiner should not stop with a bare ob-
jection or rejection of the claims. The exami-
ner's action should be constructive in nature
and when possible he should offer a definite
suggestion for correction. Further, an exam-
iner’s suggestion of allowable subject matter
may justify his indicating the possible desira-
Lility of an interview to accelerate early agree-
ment on allowable c¢laims.




It is good practice to number the paragraphs
of  the  letter consecutively. f'Thispafwlita
their identification in the future prosecution of
707.08 - Reviewing and Initialing by As-

The full surname of the examiner who pre-

ares the Office action will, in all cases, be typed

low the action. The telephone number below
this should be called if the case is to be discussed
or an interview arranged.

After the action is typed, the examiner who
frepamd the action reviews it for correctness.

f this examiner does not have the authority
the action, he should initial above the
t{pe name, and forward the action to the au-
thorized signatory examiner for signing.

707.09 Signing by Primary or Other
Authorized Examiner [R-31]

Although only the original is signed, the word
“Examiner” and the name of the signer
should appear on the original and copies.

All letters and issues should be signed
promptly.

707.10 Entry [R-16]

The original, signed by the authorized ex-
aminer, is the copy which is placed in the file
wrapper. The character of the action, its paper
number and the date of mailing are entered in
black ink on the outside of the file wrapper
under “Contents”.

to si

<oosistant EXaminer [R=50]

Copies of the e tion are mailed
by the:group after the originalyinitialed by the
ssistan minemzand‘siﬁzx ‘by the authorized
xaminer, has:bee d:in the file.
\ fte pies are mailed, the ori
turned for placement in the file

stamping it “remailed

and redirecting it if ‘be’ any reason to
believe that the letter ‘would reach applicant
at ‘such new address.  If the Office letter was
addressed to an attorney, a letter may be writ-

ten to the inventor or a

, , ass;ﬁr:ee informing him
of ‘the returned letter. ‘e“'pei'iod"run‘nin%
against the apﬁ]ication' begins with the date o
remailing. (Ex parte Gourtoff, 1924 C.D. 153 ;
329 O.G. 536.) | R

If the Office is not finally successful in de-
livering the letter, it is placed, with the en-
velope, in the file wrapper. If the period dat-
ing from the remailing elapses with no com-
munication from applicant, the case is for-
warded to the Abandoned Files Unit.

708 Order of Examination [R-49]

37 CFR 1.101. Order of examination. (a) Applica-
tions filed in the Patent and Trademark Office and ac-
cepted as complete applications (§8 1.53 and 1.55) are
assigned for examination to the respective examining
groups having the classes of inventions to which the
applieations relate. Applications shall be taken up for
examination by the examiner to whoin they have been
assigned in the order in which they have been filed
except for those applications in which the Office has
accepted a reqguest under § 1,139,

(b) Applications which have been acted upon by
the examiner, and which have been placed by the ap-
plicant in condition for further action by the examiner
(amended applications) shall be taken up for action
in such order as shall be determined by the Commig-

sloner,
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art application is used for docketlng purposes.
Eowever, the examiner may. act - on a cdntmu-
ation-in-part gglxcatmn v usmg the
ing date, if he desires. P
_If at any time an examiner : bermm that
the “effective filing date” status of any appli-
cation differs. from what the records show, he
should so inform the clerk; who should promptly
amend the records to show the correct status,
with the date of correction.
r. of examination for each examiner
. give. priority to :
having & fixed 30 day due. date, such 88, €x-

ginmer;i ANsSWers. 5o i
ost. 0 erc&sesm, “special category or
example, Teissues, interference cases, cases made
special by petition, cases ready. for final con-
clusion, ete.) will continue in this category, with
the first effective U.S. Afiling date among them
normally controlling priority.

All amendments before final re}ectlon should
be responded to within 30 days of receipt.

Action on those applications in which the
Office has accecf)ted a request under 37 CFR
1.139 is suspended for the entire pendency, ex-
cept for purposes relatmﬁ to interference pro-
ceedings under 37 CFR 1.201(b) initiated
within (5) five years of the earliest effective
U.S. filing date.

Rev. 80, Oct. 1976

emm nt requests immedia action for thatreason, may
be advanced for examination.

Certain: procedures by the examiners take
precedence over actions even on special cases.
.. For'example, all papers typed and ready for
ignat d’ :ﬁ[p‘eted and malled

whzch prachce“requlm ‘that the
examiner act within 80 days, such as-decisions
on' motion (§1105.06) -and examiner’s answers
(8§ 1208), necessarily take - priority over: specml
cases without specific time limits.

If an examiner has a case which he is satis-
fied is in ‘condition for allowance, or which he
is satisfied will have to be finally rejected, he
should give such action forthwith instead of
making the case await its turn.

The following is a list of special cases (those
\’fhl(;h are advanced out of turn for examina-
tion) :




ook brisi aie 109) 1 i
(b) Cases made special as u result of a peti-
tion. (See$70802)

" Subject alone to diligent prosecution by the
applicant, an application for patent that has
once been made special and advanced out of
turn’ for examination by reason of a rulipg
made in that particular case (by the Commis-
sioner or an Assistant Commissioner) will con-
tinue to be special throughout its entire course
of prosecution in the Patent Office, including
appeal, if any, to the Board of Appeals; and
any interference in which such an applicatior
becomes involved shall, in like measure, be
considered special by all Patent Office officials
concerned. . o o1
{e¢) Applications for reissues (rule 176).
(d) Cases remanded by an appellate tribunal
for further action.

(e) A case, once taken up for action by an
examiner according to its effective filing date,
should be treated as special by any examiner,
art unit or group to which it may subsequently
be transferred; exemplary situations include
new cases transferred as the result of a tele-
phone clection and cases transferred as the re-
sult of a timely response to any official action.

(f) Applications which appear to interfere

with other applications previously considered

and found to be allowable, or which it is de-
manded shall be placed in interference with an
unexpired patent or patents (rule 201).

(g) Cases ready for allowance, or ready for
allowance except as to formal matters.

(h) Cases which are in condition for final
rejection,

(i) Cases pending more than five years,
including those which, by relation to a prior
United States application, have an effective
pendency of more than five years, See
g 707.02(a).

See also §§ 714.13 and 1207,

708.02 Petition to Make Special
39]

New applications ordinarily are taken up for
examination in the order of their effective
United States filing dates. Certain exceptions
are made by way of petitions to make special,
which may be granted under the conditions set
forth below.,

[R-

prospective manufacture upon the

- ling Qfa,{petition by the applicant or assignee

alleging under oath or declaration: =
1. The possession by the prospective manu-
facturer of sufficient presently available capital
(stating approximately the amount) and facili-
ties (stating briefly the nature thereof) to
manufacture the invention in quantity or that
sufficient capital and facilities will be made
available if a patent isgranted;
If the prospective manufacturer is an in-
dividual, tIf)n'et‘e must be a corroborating affidavit
from some responsible party, as for example,
an officer of a bank, showing that said in-
dividual has the required available capital to
manufacture; .

2, That the prospective manufacturer will
not manufacture, or will not increase present
manufacture, unless certain that the patent will
be granted ; ‘

3. That affiant obligates himself or the pro-
spective manufacturer, to manufacture the in-
vention,in the United States or its possessions,
in quantity immediately upon the allowance of
claims or issuance of a patent which will protect
the investment of capital and facilities.

The attorney or agent of record in the appli-
cation (or applicant, if not represented by an
attorney or agent) must file an affidavit or
declaration to show:

1. That he has made or caused to be made a
careful and thorough search of the prior art, or
ha(si a good knowledge of the pertinent prior art;
an

2. That he believes all of the claims in the
application are allowable.

II. INFRINGEMENT

Subject to a requirement for a further show-
ing as may be necessitated by the facts of a
particular case, an application may be made
special because of actual infringement (but not
for prospective infringement) upon the filing of
a petition alleging facts under oath or declara-
tion to show, or indicating why it is not possible
to show; (1) that there is an infringing device
or product actually on the market or method in
use, (2) when the device, product or method
alleged to infringe was first discovered to exist;
supplemented by an affidavit or declaration of
the applicant’s attorney or agent to show, (3)
that he has made a rigid comparison of the
alleged infringing device, product, or method
with the claims of the application, (4) that, in
his opinion, some of the claims are unquestion-
ably infringed, (5) that he has made or caused
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ey TIL APPLICANT'S HEALTH G

' An application may be made special upon a
showing as by a doctor’s certificate, that the

state of health of the applicant is such that he

might not be available to assist in the prosecu-
tion of the application if it were to rum its

normal course.

. 1A
_An applicatiqn may be made special upon a
showing, as by a birth certificate or the appli-
cant’s affidavit or declaration, that the appli-
cant is 65 years of age, or more. -

prLicaNT's Aox

V. ENVIRONMENTAL QUALITY

.. The Patent Office will accord “special” status
to all patent applications for inventions which
materially enhance the quality of the environ-
ment of mankind by contributing to the
restoration or maintenance of the basic life-
su._s'ltaining natural elements—air, water, and
soil.
All applicants desiring to participate in this
rogram should request that their applications
accorded “special” status. Sucﬁ requests
should be written, should identify the applica-
tions by serial number and filing date, and
should bhe accompanied by affidavits or declara-
tions under rule 102 by the applicant or his at-
torney or agent explaining how the inventions
contribute to the restoration or maintenance of
one of these life-sustaining elements.

V1. Exercy

The Patent Office will, on request, accord
“special” status to all patent applications for
inventions which materially contribute to (1)
the discovery or development of energy re-
sources, or (2) the more efficient utilization and
conservation of energy resources. Examples of
inventions in category (1) would be develop-
ments in fossil fuels (natural gas, coal, and
petroleum), nuclear energy, solar energy, etc.
Category (2) would include inventions relating
to the reduction of energy consumption in com-
bustion systems, industrial equipment, house-
hold applhiances, ete.

All applicants desiring to participate in this
Kg ygram should request that their applications
e accorded “special” status. Such requests

Hev. 88, Jan, 1974

g A new inﬁpiiéatidn : ( one Whmh ‘has fhot, re-

ceived any examination by the examiner) may
be grs bed_sf)écial status provided that appli-
this term .includes applicant’s at-

-

. : ts all claims directed to a single
invention, or if the Office determines that all the
claims presented are not obviously directed to
a single invention, will make an election without
traverse as a prerequisite to the grant of special
status. o

The election may be made by applicant at the
time of filing the petition for special status.
Should applicant fail to include an election with
the original papers or petition and the Office
determines that a requirement should be made,
the established telephone restriction practice
will be followed.

If otherwise proper, examination on the
merits will proceed on claims drawn to the
elected invention.

If applicant refuses to make an election with-
out traverse, the application will not be further
examined at that time. The petition will be
denied on the ground that the claims are not
directed to a single invention, and the applica-
tion will await action in its regular turn.

Divisional applications directed to the non-
elected inventions will not automatically be
given special status based on papers filed with
the petition in the parent case. Each such
application must meet on its own all require-
ments for the new special status.

(¢) Submits a statement that a pre-examina-
tion search was made, and specifying whether
by the inventor, attorney, agent, professional
searchers, etc., and listing the field of search
by class and subelass, publication, Chemical
Abstracts, foreign patents, ete, A search made
by n foreign patent office or the International
Patent Institute at The ITague, Netherlands
satisfies this requirement,

(dy Submits one copy each of the references
deemed most closely related to the subject mat-
ter encompassed by the clnims,

(e) Submits a detailed discussion of the ref-
erences, which discussion points out, with the
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particularity required by rule 111 (b} and (c),

how the claimed subject matter is distinguish-
able over the references. Where applicant indi-
cates an intention of overcoming one of the
references by affidavit or declaration under rule
131, the affidavit or declaration must be sub-
mitted before the application is taken up for
action, but in no event later than one month
after request for special status. .

In those instances where the request for this
special status does not meet all the prerequisites
set forth above, applicant will be notified and
the defects in the request will be stated. The
application will remain in the status of a new
application awaiting action in its regular turn.
In those instances where a request is defective
in one or more respects, applicant will be given
one opportunity to perfect the request. If per-
fecte({), the request will then be granted.

Once a request has been granted, prosecution
will proceed according to the procedure set
forth below; there is no provision for “with-
drawal” from this special status.

The special examining procedure of VII (ac-
celerated examination) involves the following
procedures :

1. The new application, having heen granted
special status as a result of compliance with the
requirements set out above will be taken up by
the examiner before all other categories of ap-
plications except those clearly in condition for
allowance and those with set time limits, such as
examiner’s answers, decisions on motions, etc.,
and will be given a complete first action which
will include @/l essential matters of merit as to
all claims. The examiner’s search will be re-

88.1

708.02

stricted to the subject matter encompassed by

the clazms. A first action rejection will set a
three-month shortened period for response.

2. During the three-month period for re-
sponse, applicant is encouraged to arrange for
an interview with the examiner in order to re-
solve, with finality, as many issues as possible.
In order to afford the examiner time for reflec-
tive consideration before the interview, appli-
cant or his representative should cause to be
placed in the hands of the examiner at least one
working day prior to the interview, a copy
(clearly denoted as such) of the amendment
that he proposes to file in response to the exam-
iner’s action. Such a paper will not become a
part of the file, but will form a basis for discus-
sion at the interview.

3. Subsequent to the interview, or responsive
to the examiner’s first action if no interview
was had. applicant will file his “record” re-
sponse. The response at this stage, to be proper,
must be restricted to the rejections, objections,
and requirements made. Any amendment
which would require broadening the search field
will be treated as an improper response.

4. The examiner will, within one month from
the date of receipt of applicant’s formal re-
sponse, take up the application for final dispo-
sition. This disposition will constitute either a
final action which terminates with the setting
of a three-month period for response, or a no-
tice of allowance. The examiner’s response to
any amendment submitted after final rejection
should be prompt and by way of forms PO-303
or PO--327, by passing the case to issue, or by an
examiner's answer should applicant choose to

Rev. 89, Jan. 1974
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file an appeal brief at this

these forms is not intended to open the door
to further prosecution. Of course, where rela-
tively minor issues or deficiencies might be
easily resolved, the examiner may use the tele-
phone to inform the applicant of such,

5. A personal interview after final Office ac-
tion will not be permitted unless requested by
the examiner. However, telephonic interviews
will be permitted where appropriate for the
purpose of ‘correcting any minor matters which
remain outstanding: ... ...

6. After allowance, these applications are
given top priority for printing. See § 1309.

HawpLive oF PETITIoNs To MAKE SPECIAL

Fach petition to make special, regardless of
the ground upon which the petition is based and
the nature of the decision, is made of record
in the application file, together with the decision
thereon. The Office that rules on a petition
is responsible for properly entering that peti-
tion and the resulting decision in the file record.
The petition, with any attached papers and sup-
porting affidavits, will be given a single paper
number and so entered in the “Contents™ of the
file. The decision will be accorded a separate
paper number and similarly entered. To in-
sure entries in the “Contents” in proper order,
the clerk in the examining group will make
certain that all papers prior to a petition have
been entered and/or listed in the application file
before forwarding it for consideration of the
[)egliti011. Note §51002,02(ay. (¢}, and (j). [R-
34

708.03 Examiner Tenders His Resig-

nation

Whenever an examiner tenders his resigna-
tion, the supervisory primary examiner should
see that he =pends his remaining time as far as
possible in winding up the old complicated cases
or those with involved records and getting as
many of his amended cases as possible ready for
final disposition.

If the examiner has considerable experience
in his particular art. it is also advantageous
to the Office if Lie indicates (in peneil) in the
file wrappers of eases in his docket, the field
of search or other pertinent data that he con-
aidders appropriate.

[R-47]

(s Suspension of

709

Rule 103. Buspension of action.
aetion by the Office will be granted at the request of
thiee smpplieanst for goed nud sufficient cause amd for a
vestsonable time specified. Only  one snspension may

Suspension of Action

8

¢

)

709.01

be granted by the primary examiner; any further sus-
pension must be approved by the Commissioner.
(b} If action on .an application is, suspended when
not requested by .the applicant, the applicant shall be
notified .of the reasons therefor. :
{c¢) Action by .the examiner .may be susperded by
order of the Commissioner in the case of applications
owned by the United States whenever publication of the
invention by the granting of a patent thereon might be
detrimental to the public safety or defense, at the re-
quest of the appropriante department or agency.

{d). Action on applications in which the Office has
accepted a request filed under rule 139 will be sus-
pended for the entire pendency of these applications
except for purposes relating to proceedings under rule
201({bj.

Suspension of action (rule 103) should not
be confused with extension of time for reply
(rule 136). - It is to be noted that a suspension
of action applies to an impending Office action
by the examiner whereas an extension of time
for reply applies to action by the applicant.
In other words, the action cannot be suspended
in an applieation which contains an outstand-
ing Office action awaiting response by the ap-
plicant. It is only the action by the examier
whicl ean be suspended under rule 103.

Paragraph (b) of the rule provides for a
suspension of Office action by the examiner on
his own initiative, as in §§ 709.01 and 1101.01(3).
Petitions for a second or subsequent suspension
of action in patent applications under rule 103
are decided by the group director. See § 1002.-
02(ey, item 11.

Paragraph (d) is used in the Defensive Pub-
lication Program described in § 711.06.

Overlapping Applications by
Same Applicant or Owned by
Same Assignee [R-34]

709.01

Examiners should not consider ex parte,
when raised by an applicant, questions which
are pending before the Office in infer partes
proceedings involving the same applicant. (See
ex parte Jones, 1924 C.D. 59: 327 O.G. 681.)

Because of this where one of several appli-
cations of the same inventor which contain
overlapping elaims gets into an interference
it was ljm'mm'ly the practice to suspend action
by the Office on the applications not in the
interference in accordance with Iix  parte
MeCormick, 1904 C.ID. 575 113 0.G. 2508,

However, the better practice would appear to
be to reject claims in an application related to
another application in interference over the
counts of the interference and in the event said
elaims are not cancelled in the outside applica-
tioi, prosecution of said application should be
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suspended pending the final determination of
priority in the interference. =~ =

© If, on the other hand applicant wishes to
prosecute the outside application, and presents
good reasons in support therefor, prosecution
should be continued. Ex parte Bullier, 1899
C.D. 155, 88 0.G. 1161; In re Seebach, 1937
C.D. 495, 484 0.GG. 503; In re Hammell, 1964
C.D. 733,808 O.G. 25. See § 1111.03.
See also § 804.03. o

710 Period"'for Response [R-29]

35 U.8.C. 133. Time for prosecuting application.
Jpon failure of the applicant to prosecute the appii-
cation within six months after any action therein, of
which notice has been given or mailed to the applicant,
or within such shorter time, not less than thirty days,
as fixed by the Commissioner in such action, the appli-
cation shall be regarded as abandoned by the parties
thereto, unless it be shown to the satisfaction of the
Commisioner that such delay was unavoidable,

35 U.8.C. 267. Time for taking action in Governmesni
applications. Notwithstanding the provisions of sec-
tions 133 and 151 of thix title, the Commissioner may
extend the time for taking any action to three years,
when an application has become the property of the
United States and the head of the appropriate depart-
ment or agency of the Government has certified to the
Commissioner that the invention disclosed therein is
important to the armament or defense of the United
States,

See Chapter 1200 for period for response
when appeal is taken or court review sought.

710.01 [R-24]

Rule 135. Abandonment for failurc to respond within
time limit. (a) If an applicant fails to prosecute hiz
application within six menths after the date when the
last official notice of any action by the Office was mailed
to bim, or within snch shorter time as may be fixzed
trule 136), the appiication will become abandoned.

{bj Prosecution of an application to save it from
abandonment must include such complete and proper
action as the condition of the case may require. The
admission of an amendment not responsive to the lagt
officlal action, or refusal to admit the same, and any
proceedings relative thereto, shall not operate to gave
the application from abandoument.

tey When action by the applicant is a bong fde
attempt to advance the case to final action, and is
sithstantially a complete rewponge to the examiner's
action, but conideration of some matter or compliance
with some requirement has been inadvertently omitted,
apportunity to explain apd supply the omission may
hee given before the question of abandonment s
eongidered.

Statutory Period

Bev. 47, Jan. 1976

TINING

o (d)Prompt . ratification or filing of a. correctly
or improperly signed paper. ..
{Seerule T} . o i

The maximum statutory period for response
to an Office action is six months, 35 U.S.C. 133.
Shortened periods are currently used in prac-
tically all cases, see § 710.02(Db).

710.01(a) Statutory Period, How
Computed [R—47]

The actual time taken for response is com-
puted from the date stamped on the Office
action to the date of receipt by the Office of
applicant’s response. No cognizance is taken
of fractions of a day and applicant’s response
is due on the corresponding day of the month
six months or any lesser number of months
specified after the Office action.

Response to an Office action with a 3 month
shortened statutory period, dated November 30
is due on the following February 28 (or 29
if it is a leap year), while a response to an
Office action dated February 28 is due on May
28 and not on the last day of May. Ex parte
Messick, 1930 C.D. 6; 400 O.G. 3.

A one month extension of time extends the
time for response to the date corresponding to
the Office action date in the following month.
For cxample, a response to an Office action
mailed on January 31 with a 3 month shortened
stationary period would be due on April 30. Ifa
one month extension of time were given, the re-
sponse would be due by May 31. The fact that
April 30 may have been a Saturday, Sunday, or
holiday has no effect on the extension of time.
Where the period for response is extended by
some time period other than “one month” or an
even multiple thereof, the person granting the
extension should indicate the date upon which
the extended period for response will expire.

A thirty day period for response in the Office
means thirty calendar days including Satur-
days, Sundays and holidays. However, if the
period ends on a Saturday, Sunday, or holiday,
the response is timely if it is filed on the next
suceeeding business day. ,

'The date of receipt of a response to an Office
action is given by the “Office date” stamp
which appears on the responding paper.

In some cases the examiner’s letter does not
determine the beginning of a statutory re-
sponse periodd.  In all cases where the statutory
response period runs from the date of a previ-
ous action, a statement to that effect should be
included.

signed copy may be accepted in case of an unsigned




(a) An applicant may be required to prosecute his
application in a shorter time than six months, but not
less ‘than thirty days,  whenever such shorter time is
deemed necessary or expedient. Unless the applicant is
notifled in writing that response is required in less than
six 'months, the maximum period: of six months is
allowed. * - S

Under rule 136 (35 U.S.C. 183} an appli-

cant may be required to respond in a shorter
period than six months, not less than 30 days,
whenever it is deemed “necessary or expendi-
ent”. Some conditions deemed “necessary or
exigedient” are listed in § 710.0~2§b). ; ,

n other situations, for example, the rejection
of a copied patent claim, the examiner may
require applicant to respond on ‘or before a
specified date. These are known as time limit
actions and are established under authority of
35 U.S.C. 6. Some situations in which time
limits are set are noted in §710.02(c). The
time limit requirement should be typed in
capital letters where required.

An indication of a shortened time for reply
should appear prominently on the first page
of all coples of actions in which a shortened
time for reply has been set so that a person
merely scanning the action can easily see it.

710.02(b) Shortened Statutory Pe-
riod: Situations in Which
Used [R-32]

Under the authority given him by 35 U.S.C.
133 the Commissioner has directed the exam-
iners to set a shortened period for response to
every action. The length of the shortened stat-
utory period to be used depends on the type
of response required. Some specific cases of
shortened statutory period for response to be
given are:

Tumry Davys

Reqguirement. for restriction or

election of species—no claim
rejected ... ... 88809.02(a)
and 817.

Two Moxris

Winning party in terminated

interference to reply to unan-
swered Office action. . ___ .. £1109.01
Where, after the termination of an inter-
ference proceeding, the application of the
winning party containg an unanswered Office
aetion, final rejection or any other action, the
primary examiner notifies the applicant of

90.1

710.02(¢)

this fact ‘this case response to the Office
action is required within a shortened statutory
period running from the date of such notice.
Sce Ex parte Peterson, 1941 C.D. 8; 525 O.G. 3.
- Ex parte Quayle §714.14
When an_application is in condition for
allowance, except as to matters of form, such
as correction of drawings or specification, a
new oath, ete., the case will Ee considered
special and prompt action taken to require cor-
rection of formal matters. Such action should
include an indication on first page form letter
POL-326 that prosecution on the merits is
closed in accordance with the decision in Ez
parte Quayle, 1935 C.D. 11; 453 O.G. 213. A
two month shortened statutory period for re-

APPLICATIONS

sponse should be set.
Multiplicity rejection—no other

rejection .o ___ §706.03 (1)
A new ground of rejection in an
examiner’s answer on appeal. § 1208.01

THREE MoxNTHS
To respond to any Office action on the merits.
PEer1op ror Resronse RESTARTED

Incorrect citation by examiner—

regardless of time remaining in

original period § 710.06

The above periods may be changed under
special, rarely occurring circumstances.

A shortened statutory period may not be
less than 30 days (35 U.S.C. 133).

710.02(¢) Time-Limit Actions: Sit-
uations in Which Used
[R47]

As stated in §710.02, 35 U.S.C. 6 provides
authority for the Commissioner to establish
rules and regulations for the conduct of pro-
ceedings in the Patent and Trademark Office.
Among the rules are certain situations in which
the examiner sets a time limit within which
some specified action should be taken by appli-
cant. Some sitnations in which a time limit is
set are:

(a) A portion of rule 203(h) provides that
in suggesting claims for interference:

The parties to whoin the elaims are suggested will be
required to make those clatmsg (1. e., present the sug-
gested clalmg in thefr applications by amendment)
within a specified time, not less than 30 days, in order
that an interference may be declared,

See § 1101.01(m). _
(b) Rule 206(b) provides:

Rule 206(by, Where the examiner i of the opinfon
that none of the claimg ean be made, he shall reject the

Rov. 47, Jan. 1976




diaclaxmer of the

See § 1101 02(
(¢) When a
responsive to
may give applicant one month or the remainder
of the peri fm' response, whichever is longer,
to -complete his _Tesponse. See rule “135(0)

which reads as ollows:

Rule 135(0) When action :
bona fide attempt to advance the case
and is substantially a ‘complete Tesponse to the exam-
iner’s action, but censideration of some matter or com-
pliance with some requirement has been inadvertently
omitted, opportuufty to'explain and supply the omis-
sion may be given hefore the question of ahandonment
is considered. ’ o

See § 714.03.

(d) In applications flled on or after October
25, 1965, applicant is given one month or the
remainder of the period for response, which-
ever is longer, to remit any additional fees re-
quired for the submission of an amendment in
response to an Office action.

See §§ 607 and 714.03.

(e) To ratify or otherwise correct an un-
signed amendment, applicant is given one
month or. the remamder of the permd for
res )onse, whichever is Tonger.

See § 714.01(a).

(f) Where an application is otherwise allow-
able but contains a traverse of a requirement to
restrict, one month is given to cancel claims to
nonelected invention or species or take other
appropriate action. See rules 141, 144, and
8% 809.02(¢c) and 821.01.

710.02(d) Difference Between Short-
ened Statutory and Time-
Limit Pericds [R-24]

The distinction between & limited time for
reply and a shortened statutory period under
rule 136 should not be lost sight of. The pen-
alty attaching to failure to reply within the
time limit (from the suggestion of claims or the
rejection of 'upwd patent elaims) is loss of the
sitbject matter involved on the doctrine of dis-
elatmer. A m-gwnmn on the ground of dis-

elaimer is appealable.  On the other hand, a
s'mnpiew ailure to respond within the set stat-
utory period resalts in abundonment of the

Rew. 47, Jan. 1976 90.2

mnt’s actmn is mm fully re-
e Office action, the examiner

y expla ; ,;respcnse one day
in a case carrying , shortened. statutory. pemod
under rule 136, no matter what ¢

results in abandonment; ‘however; if asked for
in advance -extension: of the - ‘period. may  be
granted by the examiner, provided the exten-
sion does not go beyond the six months’ period
from the date of the Office action. See also

710.02(e)7' Extensmn of Tune

Betr at:t imm Ry

a time. lew than Six. months bas been set, W be ex-,,

tended. Osﬂl;)’ fm- ﬁmﬂiment cau&e, and for.a rea&onable
time specified. Any. requeqt for, suach extens ,
be. ﬁled 0% T, before the duv on which, actmn hv the
applicant is dne, but in no .case will the mere filing
of the request effect any extension. Only one extension
may be granted hy"the,primury examiner. in his dis-
cretion; any further extension .must be approved by
the Commissioner. In no.case can any.extenison carry
the date on which response to an action is.due beyond
six months from the date of the action.

It should be very carefully noted that neither
the primary examiner nor the Commissioner
has authority to extend the shortened statutory
period unless request for the extension is filed
on or before the day on which applicant’s re-
sponse is due. While the shortened period may
be extended within the limits of the statutory
six months’ period, no extension can operate to
extend the time beyond the six months.

Compare, however, rule 135(¢) and § 714.08.

Any request under rule 136(b) for extension
of time for reply to an Office action must state a
reason in support thereof; under the present
policy the application of the rule will entail
only a limited evaluation of the stated reason.

This liberality will not apply to

(1) any requests for more than one-month
extension, and

(2) second and subsequent reguests for ex-
tension of time to reply to a particular
Office action,

ATl first requests for extension of time to an
Office action are dm,ulcd by the primary ex-
aminer for any period of time up to the maxi-
mum six month period. All requests subse-
quent, to the first request for extension of time
to respond to a particular Office action are for-
warded to the group divector for action. For
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an extension of time to file an appeal brief see

When a timely filed request for extension of
time is supported by a reason sufficient to justify.
its grant, and it is appar 1t granting it
only for the period requested would not be ap-
propriate (for example, where the period for
response, if extended as requested, has already
expired or is about to expire when the decision
on the request is being made), the official mak-
Ing the decision on the request should grant the
request for extension of time for a suitable
period longer than that requested. if possible.

If a request for extension of time is filed in
duplicate and accompanied by a stamped re-
turn-addressed envelope, the Office will indicate
the action taken on the duplicate and return it
promptly in the envelope. TUtilization of this
procedure is optional on the part of applicant.

In this procedure, the action taken on the
request should be noted on the original and on
the copy which is to be returned. The notation
on the original, which becomes a part of the
file record, should be signed by the person
granting or denying the extension, and the
name and title of that person should also ap-
pear in the notation on the copy which is re-
turned to the person requesting the extension.

When the request is granted, no further ac-
tion is necessary: when it is denied, a formal
letter of denial, giving the reason for denial,
should be forwarded promptly after the mail-
ing of the duplicate.

If the request for extension of time is granted.
the time extended is added to the Tast ealendar
day of the original period. as opposed to being
added to the day it would have been due when
said last day is a Saturday, Sunday or holiday.

If the request for extension of time is granted.
the due date is computed from the date stamped
on the Office action, as opposed to the original
e date. See Section 710.01(a}. For example.
a response to an Office action with a 3 month
shortened statutory period, dated November 30,
is due on the following February 28 (or 29,
if it 15 a Jeap year). If the period for response
i extended an additional month, the response
becomes due on Marel 30, not on Mareh 25,
Where the period for response is extended by
sotne time period other than “one month™ or a
multiple thereof, the person granting the ex-
tension should indieate the date upon whieh the
extended period for response will expire,

For purposes of convenience, a request for
an extension of time may be personally de-
livered and left with the examiner to become
anc official paper in the file withont routing
through the mail room, The examiner who ac-
cepts the reguest for an extension of time will
have it date stwnped with the group stamp.

9.0

CON:

710.02(e)

| plicate copies of a request for an ex-
tension of time are hand delivered to an ex-
amining group. both coipes are dated, either
stamped approved or indicated as being denied,
and signed. The duplicate copy is returned to
the delivering person regardless of whether the
request was signed by a registered attorney or
agent, either of record or acting in a representa-
tive capacity, the applicant or the assignee of
record of the entire interest.

If the request for extension is not presented
in duplicate, the applicant should be advised
promptly by way of form letter POL-327 re-
garding action taken on the request so that the
file record will be complete.

Fixar ResecrioN—TisME ror RESPONSE

The filing of a timely first response to a final
rejection having a shortened statutory period
for response is construed as including a request
to extend the shortened statutory period for an
additional month. which will be granted, even
if previous extensions have been granted. but
In no case may the period for response exceed
six months from the date of the final action.
Even if previous extensions have been granted,
the primary examiner is authorized to grant the
request. for extension of time which is implieit
in the filing of a timely first response to a final
rejection. An object of this practice is to obviate
the necessity for appeal or filing a continuing
case merely to gain time to consider the examin-
er’s position in reply to an amendment timely
tiled after final rejection. Accordingiy. the
shortened statutory period for response to a
final rejection to whieh a proposed response has
been received will generally be extended one
month.

Normally. examiners will complete a response
to an amendment after final rejection within five
lays after receipt thereof. In those rare situa-
tions where the advisory action cannot be mailed
in sufficient time for applicant to consider the
examiner’'s position with respeet to the proposed
response before abandonment of the application.
the granting of additional time to complete the
response to the final rejection or to fake other
appropriate action would be appropriate. The
advisory action form (POL-303) states that
“THE PERIOD FOR RESPONSE Is FX-
TENDED TO RUN . MONTHs FROM
71E DATE oF 1HE FINAL RIEJEC-
710N The blank before “MONTHS" should
be filled in with an integer (4, H, or 6§ ¢ frae-
tional months should not be indicated. In no
ewse ean the periad for veply to the final re-
jection be extended to exeeed six months from
the mailing date thereof,
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MANUAL OF PATENT EXAMINING ROCEDURE

r» During the additional period, no applicant or F zlure to file a response during the shortened -y

attorney initiated interview is normally per- statutory period results in abandonment of the
mitted. Since a timely first response to a final application. : '

rejection is construed as including & request for e

'm] extension of time, any %ubsequim r@c;uest for 710.04 Two Per ‘°ds Runnmg [R—

an extension of time is considered to be a second 24]

or subsequent request and must be submitted to There sometimes arises a situation where two

L> the group director. ' different periods for response are running
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nded nor led by an ex parte limited
time action or even by an appeal therefrom.
For an exception, involving suggested claims,
s §1101.01(n).
710.04(a) Copying Patent Claims
Where, in an application in which there is an
unanswered rejection of record, claims are
copied from a patent and all of these claims
are rejected there results a situation where two
different periods for response are running
against the application. One period, the first,
is the regular statutory period of the unan-
swered rejection of record, the other period is
the limited period set for response to the re-
jection (either first or final), established under
rule 206. The date of the last unanswered
Office action on the claims other than the
copied patent claims is the controlling date of
the statutory period. (Ex parte Milton, 164
Ms. D. 1, 63 USPQ 132 and Ex parte Nelson,
164 Ms. D. 361, 26 J.P.0O.S. 564.) See also
§1101.02(f). |

710.05 Peﬁod Fnding on Saturday,
Sunday or Holiday [R-45]

85 U.8.C. 21. Day for taking action falling on Satur-
day, Sunday, or holiday. When the day, or the last
day, for taking any action or paying any fee in the

= Cnited States Patent and Trademark Office falls on
Saturday, Sunday, or a holiday within the District
of Columbia, the action may be taken, or the fee paid,
on the next succeeding secular or business day.

Rule 7. Times for taking action; expiration on Satur-
day, Sunday. or holiday. Whenever periods of time
are specified in these rules in days, calendar days are
intended. ‘When the day, or the 1ast day, fixed by stat-
ate or by or under these ritles for taking any action or

== paying any fee in the Patent and Trademark Office falls
on Saturday, Sunday, or on a holiday within the Dis-
trict of Columbia, the action may be taken, or the fee
paid, on the next succeeding day which i3 not a Satur-
day, Sunday, or a holiday. See rule 304 for time for
appesl or for commencing civil action,

As of January 1, 1971, the holidays in the
Distriet of Columbia are: New Year's Day,
January 1; Washington's Birthday, the third
Monday in February: Memorial Day, the last
Monday in May; Independence Day, July 4;
Labor Day, the first Monday in September;
Columbus Day, the second Monday in October;
Veterans’ Day, the fourth Monday in October;
Thanksgiving Day, the fourth Thursday in
November; Christmas Day, December 25; In-

~ Order 10,358; 17 e R
 When a holiday falls on a Saturday, the

N

" day within the District of Columbia and the

’(:)‘fe'veryf;fyo'ur years). .
’:a'Sundayf,ﬁ»the fol-
so a holiday.. Ex.

day) is
T FE.R:.5269.
receding day, Friday, is considered to be a holi-

Patent and Trademark Office will be closed for <
business on that day (5 U.S.C. 6103). Accord-
ingly, any action or fee due on such a holiday
Friczay or Saturday is to be considered timely
if the action istaken, or the fee paid, on the next
succeeding ‘day which is not a Saturday, Sun-
day or a holiday. = = oo o R
“When an amendment ‘is-filed a day or two
later than the expiration of the period fixed by
statute, ‘care - should: be ‘taken to. ascertaln
whether the last day of that period was Satur-
day, Sunday or a holiday in the District of
Columbia, and if so, whether the amendment
was filed or the fee paid on the next succeed-
ing day which is not a Saturday, Sunday or a
“An-amendment received on such succeeding
day which was due on Saturday, Sunday or a
holiday is endorsed on the file wrapper with
the date of receipt. . The Saturday, Sunday
and/or holiday is also indicated.

710.06 Miscellaneous Factors Deter-
mining Date [R-26]

Where the citation of a reference is incorrect
and this error is called to the attention of the
Office before the expiration of the period for
response, & new period for response starts from
the date of the Oftice letter giving the correct
citation and forwarding the correct copy. The
previous period is restarted regardless of the
time remaining. See § 707.05(g) for the manner
of correcting the record where there has been
an erroneous citation.

Where for any reason it becomes necessary
to remail any action §§ 707.13), the action
should be correspondingly redated, as it is the
re-mailing date that establishes the beginnin
of the period for response. £ parte Gourtoff,
1924 C.D. 153; 329 O.G. 536.

A supplementary action after a rejection ex-
plaining the references more explicitly or giv-
ing the reasons more fully, even though no
further references are cited, establishes a new
date from which the statutory C?eriod runs.

1f for any other reason an Office action is
defective in some matter necessary for a proper
response, applicant’s time to respond begins
with the date of correction of such defect.

711 Abandonment [R-45]

Rule 135. Abandonment for failure to respond within
time limit. (a) If an applicant falls to prosecute his
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, can sign an

or refusal to admlt the same, and any
prooeedtngs relative thereto,’ shait not operate to save

tlw applicatlon from abandonment.
(€) 'When action: by the applican 18 1
tempt to advance the cuse to final action, and:ls sub-
stantially a complete response to the examiner's action,
but consideration of some matter or. .compliance with
some requirement has been inadve ,ently omitted; op-
portunity to.expiain.and supply. the omission may. be
mm before the questlon of abandonment is considered.
(@) Prompt ratification or nling ofa correctly, signed
‘copy may be accepted in case of an unsigned:orfvlm-

properly signed paper.: (Seerulel.):
‘Rule 138; Bzpress abandorment. An appl lcatlon mny

be expressly abandoned by ﬂling in the Patent and

Trademark Office a written declaration of abandon-
ment signed by the applicant himself and the assignee
of record; if any, and ‘identifying the application. Ex-
cept ‘as provided in Rule 262 an application may also
be expressly abandoned by -filing a: written declara-
tion of abandonment signed by the attorney or agent
of record, Express abandonment’ ‘of 'the upplication may
not be recognized by the Office unless it is actually re-
ceived by appropriate officials in time to act thereon
before the date of issue,

Abandonment may be either of the invention
or of an application. This discussion is con-
cerned with abandonment of the application
for patent.

An abandoned application, in accordance
with rules 135 and 138, is one which is re-
moved from the Office docket of pending cases
through:

1. formal abandonment

a. by the applicant, himself (acqulesced in

by the assignee if there be one}, or

b. by the attorney or agent of record (in-
cluding an associate attorney or agent ap-
pointed by the principal attorney or agent
and whose power is of record but not includ-
ing a registered attorney or agent acting ina
representative capacity nnder rule 34(a)) ; jor

2. failure of applicant to take appropriate
action within a specified time at some stage in
the prosecution of the case.

Where an applicant, himself, formally aban-
dons an application and there is a corporate as-
sigmee, the acquiescence must be made through
an officer whose official position is indieated.

See §7T12 for abandonment for failure

to pay issue fee,
Rev. 45, July 1075
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'bona ﬂde at- -

n: [t is. lmperatlve that the
ent of record exercise every pre-
caution in ascertalmng that the abandonment of

~ the application is in accordance with the desires

and best interests of the applicant prior to sign-
ing a declaration of express aba.mi)onment of a
patent apphcatlon. Moreover, special . care
d k that the appropriate

' ed in the letter

a contlnumg a

: quest to abandon tge
prio ion as of the filing date accorded
the continuing a}ilphcatlon, the date of the
abandonment of the prior application will be
in accordance with the request once it is
recognized.

Action in recognition of an express abandon-
ment may take the form of an acknowledgment
by the examiner or the Patent Issue Division of
the receipt of the express ‘abandonment, indicat-
ing that it is in compliance with rule 138.
Alternatively, recognition may be no more than
the transfer of drawings to a new application
pursuant to instructions which include a request
to abandon the application containing the draw-
ings to be transferred (see rule 60 and § 608.
02(1) ).

It is suggested that d1v1smnal applications
being submitted under rule 60 be reviewed be-
fore filing to ascertain whether the prior ap-
plication should be abandoned. Care should be
exercised in sitautions such as these as the Office

looks on express abandonments as acts of de-
liberation, intentio;mllgeperformed -l '

Applications may expressly abandoned
as provided for in rule 138. When a letter
expressly abandoning an applieation (not in
issue) is received, the examiner should acknowl-
edge receipt thereof indicate whether it does or
does not comply with the requirements of rule

138,
If it does comply, the examiner should re-
Kond by using form POL~327 and by checking

e appropriate boxes which indicate that the
letter is in compliance with rule 138 and that
the application is being forwarded to the
Abandoned Files Unit, The examiner’s signa-




ith the require
Xplanatory letter

, - |
ments of rule 138, a fully
should besent. @~ ; ,

In view of the doctrine set forth in Ex parte
Lasscell, 1884 C.D. 66; 29 O.G. 861, an amend-
ment canceling all of the claims, even though
said amendment is signed by the applicant
himself and the assignee, is not an express
abandonment. Such an amendment is re-
garded as non-responsive and should not be
entered, and applicant should be notified as
explained in 8871403 to 714.05. But see
£ 608.02(i) for situation where application is
abandoned along with transfer of drawings to
a new application.

An attorney or agent not of record in an ap-
plication may file a withdrawal of an appeal
under rule 34(a) except in those instances where
such withdrawal would result in abandonment
of the application. In such instances the with-
drawal of appeal is in fact an express abandon-
ment and does not comply with rule 138.

An express abandonment signed with a firm
name is properly acceptable only if the power
of attorney naming the firm was filed prior to
July 2, 1971 and has not been revoked.

92.1

71102

ArTER NOTICE OF ALLOWANCE

. Letters of abandonment of allowed applica-

tions are acknowledged by the Patent Issue
Division. ‘

Rule 813 provides that an allowed applica-
tion will not be withdrawn from issue except by
approval of the Commissioner, and that after
the first portion of the issue fee has been paid
and the patent to be issued has received its date
and number, it will not be withdrawn for any
reason except mistake on the part of the Office,
or because of fraud or illegality in the applica-
tion, or for interference. In cases where the
second paragraph of rule 313 preciudes giving
effect to an express abandonment, the appropri-
ate remedy is a petition under rule 183, show-
ing an extraordinary situation where justice re-
quires suspension of rule 313.

The Defensive Publication Program is set
forth in § 711.06.

711.62 Failure To Take Required Ac-
tion During Statutory Period

[R-20]
Rule 135 specifies that an application be-
comes abandoned if applicant “fails to prose-
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take “complete and proper action. as the condi-

tion of the case may require” within the statu-
“Abandonment by entire failure to respond
presents no problems. i

Nor is there ordinarily any particular diffi-
culty when an amendment reaches the Office
(not the group) ‘after the expiration of the
statutory period. The case is abandoned and
the remedy is to petition to revive it. The ex-
aminer should notify the applicant or attorney
at once that the application has been aban-
doned by using form letter POL-327. The
proper boxes on the form should be checked
and the blanks for the dates of the proposed
amendment and the Office action completed.
The late amendment is endorsed on;tge file
wrapper but not formally entered. (See

To pass on questions of abandonment, it is
essential that the examiner know the dates
that mark the beginning and end of the statu-
tory period under varying situations. Appli-
cant’s response must reach the Office within the
set statutory period for reply dating from the

date stamped on the Office letter. See §§ 710
to 710.06.)
711.02(a) Insufficiency of Response

[R-35]

Abandonment may result from a situation
where applicant’s rep]fv is within the period for
response gut is not fully responsive to the Office
action. But see § 710.02(c), par. {c). Seealso
88 714.02 to 714.04.

711.02(bh) Special Sitnations Involv-
ing Abandonment [R—45]

The following situations involving questions
of abandonment often arise, and should be spe-

cially noted:
1. Copving claims from a patent when not

—ssuggested by the Patent and Trademark Office

does not constitute a response to the last Office
action and will not save the case from abandon-
ment, unless the last Office action relied solely
on the patent for the rejection of all the elaims
rejected in that action,

2, A case may become abandoned through
withdrawal of, or failure to prosecute, an ap-
peal to the Board of Appeals. See 25 1215.01 to
1215.04.

93

ome ~ abandoned
to CC.PA. or
s not filed prior to
§ SI nendment putting the case
in condition for issue or fully responsive to the
Board’s decision. Abandonment results, from
failure to perfect an appeal as required by
C.C.P.A. Rule 25. See §§1215.05 and 1216.01.

4. Where claims are suggested for interfer-
ence near the end of the period. for response
running against the case, see § 1101.01(n).

5. When drawings are transferred under
rule 88. See § 608.02(i).

71’1.'02(c) ~ Termination of Proceed-
" ings [R-23] '

“Termination ‘of proceedings” is an expres-
sion found in 35 U.S.C. 120.. As there stated,
a second application is considered to be co-
pending with an earlier case if it is filed before
( a; ‘the patenting, (b) the abandonment of, or
(c) other termination of proceedings in the
earlier case. “Before” has consistently been
interpreted, in this context, to mean “not later
than”.

In each of the following situations, proceed-
ings are terminated:

1. When the issue fee is not paid and the ap-
plication is abandoned for failure to pay the
issue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were abandoned on that date
(but if the issue fee is later accepted, on petition,
the application is in a sense revived). See § 712.

2. 1f an application is in interference involv-
ing all the claims present in the application as
counts and the application loses the interfer-
ence as to all the claims, then proceedings on
that application are terminated as of the date
appeal or review by civil action was due if no
appeal or civil action was filed.

3. Proceedings are terminated in an applica-
tion after decision by the Board of Appeals
as explained in § 1214.06.

4. Proceedings are terminated after a deci-
sion by the court as explained in §§ 1215.05 and
1216.01.

711.03 Reconsideration of Holding of
Abandonment; Revival

When advised of the abandonment of his
application, applicant may either ask for recon-
sideration of such holding, if he disagrees with
it on the basis that there is no abandonment in
fact ; or petition for revival under rule 137.
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~ While the primary ¢ ,

to act upon an application in which

applicant was taken during the pe

sponse, he may reverse his holding as to whether
or not an amendment received during such
periad was responsive and act ona case of such
character which he has previously held aban-
doned. This is not a revival of an abandoned ap-
plication but merely a holding that the case was
never abandoned. geef also §714.03.

711.03(b) Holding Based on Failure
. To Respond Within Period
§ ot b [REASY oivinin B
~ When an amendment reaches the Patent
= and Trademark Office (not the examining
group} after the expiration of the period for
response and there is no dispute as to the dates
invelved, no question of reconsideration of a
holding of abandonment can be presented.
However, the examiner and the applicant
may disagree as to the date on which the period
for response commenced to run or ends. In this
situation, as in the situation involving suffi-
ciency of response, the applicant may take issue
with the examiner and point out to him that
his kolding was erroneous.

711.03(c¢) Petitions Relating to Aban-
donment [R-45]

Ruie 137. Revival of abandoned application. An ap-
plication abandoned for fallure to prosecute may be
revived as o pending application if it is shawp to the
saticfz~tion of the Commisgioner that the deiny was
unavcidable. A petition to revive an abandoned ap-
plication must be accompanied by a verified showing
of the causes of the delay, by the proposed response
unlegs it has been previously filed, and by the petition
fee.

A decision on a petition to revive an aban-
doned appliceation is based solely on whether a
satisfactory showing has been made that the
delay was unavoidable (35 17.8.C. 133). A peti-
tion to revive ig not considered unless the peti-
tiori fer and a proposed response to the last
Office action has been received (rule 137).
While a response to a non-final action may be
either an argument or an amendment under
ritle 111, a response to a final action “must in-
clude cancellation of, or appeal from the rejec-
tion of, each elaim so rejected” under rule 113,

Bev. 45, July 1975
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propriate response accompanying a petition to
revilzre, ‘the brief requlreci) le%le 3%2 is due
within two months from the date the petition to
revive is granted. In those situations where
abandonment occurred because of the failure to
file an.appeal brief, the proposed response, re-
quired for consideration of a petition to revive,
must include a brief accompanied by the proper

The granting of tion to revive does not
serve in any way as a determination that the
proposed response to.the Office action is com-
pletely - responsive. Revived applications are
forwarded to the examiner to determine the
completeness of the proposed response. Such
applications must be taken up Special. If the
examiner determines that the response is com-
plete, he should promptly take the case up for
action. If the proposed response is not a com-
plete response to the last Office action, the ex-
aminer should write a letter to the applicant
informing him of the specific defects in his
response and set a one-month time limit for
applicant to complete his response. If the apph-
cant does not complete his response within the
one-month limit, the application is again
abandoned.

A petition to revive an abandoned applica-
tion should not be confused with a petition
from an examiner’s holding of abandonment.
Abandonment may result not only from insuffi-
ciency of response but also from entire failure
to respond, within the statutory period follow-
ing an Office action.

Where the holding of abandonment is predi-
cated on the insufficiency of the response, or
disagreement as to controlling dates the peti-
tion from such holding comes under rule 181
and does not require a fee.

Where the applicant acquiesces in the hold-
ing of ahandonment, or where the petition
from such holding is denied, applicant’s only
recourse, so far as concerns the particular case
involved, is by petition to revive,

See § 712 for a petition for late payment of the
issue fee.

Nortrreartox o CHANGE oF ADDRESS
-y

Applieations have become sbandoned as a
consequence of a change of correspondence ad-
dress therein. where an Office action is mailed
to the old, uncorreeted address and fails to reach
the addressee sufficiently early to perinit him to




such appli

care that has been exercise ,

requirement (see § 601.03) for prompt notifica-
tion in each concerned application o: ange
of address. In such instances, the showing of
the cause of unavoidable delay must include an
adequate showing that a timely notification of
the change of address was filed in the applica-
tion concerned, and in a manner reasonably cal-
culated to call attention to the fact that it was
a notification of a change of address. The mere
inclusion, in a paper filed in an application for
another purpose, of an address differing from
the previously provided correspondence address,
without mention of the fact that an address
change was being made, ordinarily will not be
considered sufficient notification of a change of
address. If no such notification was filed, or was
filed belatedly, the showing must include an ade-
%mte explanation of that failure or delay. A
showing that notification was made on a paper
filed in the Patent and Trademark Office list-
ing plural applications as being affected will not
be considered to constitute a proper notification.

Orrice AcTioN—T1ELY RESPONSE

Lsp- The Patent and Trademark Office has been
receiving an excessively large volume of peti-
tions to revive based primarily on the late filing
of amendments and other responses to official
actions. Many of these petitions indicate that
the late filing was due to unusual mail delays;
however, the records generally show that the
filing was only two or three days late.

In order to alleviate, for applicants and the
Cffice, the problems and expenditures of time
“and effort occasioned by abandonments and peti-
tions to revive, it is suggested that responses to

™ official action be mailed to the Patent and Trade-

L.mark Office at least one, and preferably two,
week (s) prior to the expiration of the period
within which a response is required. This sug-
gestion is made in the interest of improving ef-

cency, thereby providing better service to the
public.

CoxprrionarL Perition To REvVIVE

Since applications that become abandoned un-
intentionally present burdens to both the Patent

= and Trademark Office and the applicant. a sim-
plified procedure has heen devised to alleviate
these burdens when the abandonment results
from a delay in the mails. This procedure pro-
vides for an automatic petition to revive or peti-
tion to accept the delayed payment of issue fee.

Tt is suggested that when a communication,
complying with the circumstanees enumerated
- helow, is mailed to the Patent and Trademark

94.1

communication. e
- If the communication is received in the Pat-
‘ent and Trademark Office after the due date and «t=_

ional petition be attached to the

the application becomes abandoned, the condi-
tional petition will become effective, subject to
the folﬁ):wing requirements. The petition must
include (1) an authorization to charge a deposit
account for any required fees, including the peti-
tion .fee (35. U.S?%. 41(a)7), and (2) an oath
or declaration signed by the person mailing the
communication and also signed by the applicant
or his registered attorney or agent. The word- -
ing of the petition is dependent on the type of
mail service used to forward the communication.
(1) If first class or air mail service is used,
the oath or declaration must state that the com-
munication and petition were either placed in
the United States mail as first class or air mail,
or placed in the mail outside the United States
as air mail. Since mail handled in this manner
may reasonably be expected to reach the Patent
and Trademark Office within three days of
posting, any mail delays beyond such time will
be considered to constitute unavoidable delay e
and sufficient cause to grant a petition to revive
(35 U.S.C. 133) or a petition to accept delayed
payment of an issue fee (35 U.S.C. 151). For
example, if a response was due in the Patent
and Trademark Office on June 10, 1974, the «—
communication and conditional petition must
be posted no later than June 6, 1974 in order
for the conditional petition to be effective.
June 7, 1974 is not “more than three calendar
days prior to the due date” which is June 10,
1974.
(2) If the “Post Office to Addressee” express
mail service (see § 502) is used, the oath or de-
claration must state that the communication and
petition were deposited at an Express Mail win-
dow no later than 5:00 p.m. on a day which is at
least the day preceding the due date, and were
requested to be mailed via the “Post Office to
Agdressee” Express Mail Service. Since mail
handled in this manner may reasonably be ex-
pected to reach the Patent and Trademark Of-
fice no later than 3:00 p.m. of the next workday
following its deposit before 5:00 p.m. at any
postal facility in the United States with an Ex-
press Mail window, any mail delays beyond such
time will be considered to constitute unavoid-
able delay to grant a petition to revive (3b
17.8.C. 133) or a petition to accept delayed pay-
ment of an issue fee (35 U.S.C. 151). - =)
The cireumstances under which this procedure
may be used are those where the communication,
if timely filed, (1) would be a proper and com-
slete response to an action or rc?uest by the
atent and Trademark Office, and (2) would -
stop a period for response from continuing to
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_propriate for:
A

. ‘]ected clalms' or oi:h rwise pi

places the apphcatxona in condltlon for

" allowance.
3. A notice of appeal and requlsme fee.

4 fAn appeal bnef in tnphcate, and requlslte

5. A base issue fee.

6. A balance of 1ssuefee :

Categories 1-4 would mclude a condltlonal

petition to revive. Categones 5 and 6 would in-
clude a conditional petition to accept the de-
'~'~'~Iaved ayment of the issue fee. The boxes on
below suggested format should be checked
aecordmgly
Examples for which this procedure would not
be approprlate and will not apply include the
following types of communications when the
~sare forwar ed to the Patent and Trademar
, OﬁceA .

1 ication papers.

2. Apxl')es onse tg) Iz:,eﬁnal Office action other
than that indicated in categories 2 and 3,
above.

3. Extensions of time.

4. Petitions for delayed payment of either the
issue fee or balance of issue fee.

5. Amendments under rule 312.

6. Priority documents.

Normal petition practices are not affected in
those situations where this procedure is either
not elected or appropriate.

. A suggested format for the conditional peti-
tion where the communication and petition are
placed in the United States mail as first class
or air mail, or placed in the mail outside the
United States as air mail is shown below :

Applieant (8) - o oo [ Petition to re-
vive

Serfal NO. oo [3 Petition to ac-
cept de-

DateFiled oo layed pay-
ment of is-

| 7 S sue fee

I hereby certify that the attached communication
s being deposited in

{7 the United States mall as frst ¢lass or alr mail

3 the mail outside the United States as air mail
in an envelope addressed to: Commisgloner of Patents,

g siritd Trademarks Washington, D.C. 20231, on........
_______ . which date fs more than three (3) calendar

dazs prior to the due date from_ ...

|15 2
{ Name of
Individual)

Rev. 45, July 1975
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The petition fee required by 35 U S C’ 41(a) 7 is au-
thorized to be.charged to Deposit Account No. e
in.the name of .__

The undersxgned declare further that all statements
made herein ‘are true, based upon ‘the best available
information; and further that these statements were
made with the knowledge that willful false statements
and the like so made are punishable by fine or impris-
onment, or both, under Section 1001 of Title 18 of the
United States Code, and that such willful false state-
ments may jeopardize the’ validity of the apphcation or
any: patent issuing thereon ¥

Date 3

g (Signature of applicant or signa-
ture and registration number of

... Reglistered Representative) -
R : And . .

Date ___

(Signature of person mailing, if
other than the above)

A suggested format for the conditional peti- 7
tion where the communication and petition are
placed in the United States “Post Office to Ad-
dressee” express mail, is shown below:

Applicant(8) —coemom oo [] Petition to

Serial NO. oo revive

Date Filed. oo ] Petition to

[ i LU accept de-
layed pay-
ment of
issue fee

I hereby certify that the attached communication is
being deposited at an express mail window in a United
States Postal Service facility and intended it to be
mailed using the Postal Service's ‘“Post Office to Ad-
dressee” express mail service in an envelope addressed
to: Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, prior to 5:00 pm.on . ____________ ,
which date is at least the day preceding the due date,

at o, e DY e s
(location) (Name of individual)

In the event that such communication is not timely
filed in the Patent and Trademark Office, it is requested
that this paper be treated as a petition and that the:

{1 delay fn prosecution be held unavoidable—33
U.8.C. 133,
{1 delayed payment of the fee be accepted--85 U.8.C.

151.

’i’he petition fee required by 356 U.8.C. 41(a) 7 is au-
thorized to be eharged to Deposit Account No, cevuvua.
in the name of ...ecvcvccconccnccosnonaaaar

The undersigned declare further that all statements
made herein are true, based upon the best avallable
information; and further, that these statements were
made with the knowledge that willful false statements
and the like so made are punishable by fine or impris-




ments 1 PO :
any patent issuing tl;ereon.f o
Date . o

(Signature of applicant or signa-
ture and registration number of
Registered .

> 4

ative)

(Signature of person mailing, if
other than the above)

The procedure for handling applications be-
coming abandoned due to late filing of a com-
munication having a conditional petition at-
tached thereto is as follows: '

1. Forward the papers and the application file
wrapper to the Office of the Deputy Assistant
Commissioner for Patents, Room 4-11E14.

2. Do not mail a form POL-327 or forward
the file wrapper to the Abandoned File Unit.

3. In the event that the application is revived,
the file wrapper will be returned to the forward-
ing group for further action.

711.03(d) Examiner’s Statement on
Petition To Set Aside Ex-
aminer’s Holding [R-23]

Rule 181 states that the examiner “may be
directed by the Commissioner to furnish a
written statement within a specified time set-
ting forth the reasons for his decision upon the
matters averred in the petition, supplying a
copy thereof to the petitioner”. Often, how-
ever, the question is passed upon without a
statement being requested, if the issue raised
is clear from the record. Unless requested,
such a statement should not be prepared. See
$ 1002.01.

711.04 Disposition of Abandoned Ap-
plications [R-23]

Eaxztract from Rule 1;. Abandoned applications may
be destroyed after twenty years from their filing date,
except thoze to which particular attention has been
called and which have been marked for preservation,
Abandoned applications will not be returned.

As explained in § 1302.07, a retention label is
used to indicate applications not to be de-
stroyed.

711.04(a) Pulling and Forwarding
[R-23]

_ The files and drawings of abandoned applica-
tions are pulled and forwarded to the Xbﬁm-
doned Files Unit on a bi-weekly basis in ac-
cordance with the chart in Section 505.E(1) of
the Manual of Clerical Procedure.

94.3

carefull y scrutinized by the

examiner to verify that they are
doned. A check should be made

 of files containing a decision of the Board of
Appeals for the presence of allowed claims to

avoid their being erroneously sent to the Aban-
doned Files Unit.

711.04(!)) Ordering Abandoned Files
[R-37]

Abandoned files may be ordered by examiners
by sending (through the messenger service) a
completed Form PO-125 to the Abandoned
Files Unit. The name and art unit should ap-
pear on the form and the file will be sent to him
through the messenger service. :

Abandoned files more than ten years old
which have not been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for these old files require
at least two days for processing. The file should
be returned promptly when it is no longer

needed.
SXPEDITED SERVICE

Examiners may expedite service by ordering
abandoned files by telephone (Ext. 73181).

711.05 Letter of Abandonment Re-

ceived After Application Is
Allowed [R-42]

Receipt of a letter of abandonment while an

application is allowed, is acknowledged by the
Patent Issue Division.

An express abandonment arriving after the
issue fee has been paid and the patent to issue
has received its date and number will not be
accepted without a showing of one of the rea-
sons indicated in rule 313(b), or else a showing
under rule 183 justifying suspension of rule 313.

711.06 Abstracts, Abbreviatures and
Defensive Publications [R-41]

ABSTRACTS

Abstracts were prepared in accordance with
the Notice of January 25, 1949, 619 O.G. 258.
Each abstract includes a summary of the dis-
closure of the abandoned application, and in aF-
plications having drawings, a figure of the
drawing. The publication of such abstracts was
discontinued in 1953.

ABBREVIATURES

Abbreviatures were prepared in accordance
with the procedure indlicated in the Notice of
October 13, 1964, 808 0.G. 1. Each abbrevia-
ture contains a specific portion of the disclos-

Rev. 45, July 1975




may 'wa’i"ve his ri
on a pending pate

authorization to open the complete application to in-
spection by the gemeral public, and a declaration of
abandonment signed by the applicant *and','thé assignee
of record or by the attorney or agent of record.

A.’ Dexfensiﬁé ,Pub}icat~jon Program : /

An applicant may request to have an abstract
of the technical disclosure of his application
published as a defensive publication abstract
under §1.139, The request may be filed only
(1) while a pending application is awaiting the
first Office action in_t}?lac application or (2)
within 8 months of the earliest effective U.S.
filing date if a first Office action has been issued
and responded to within said 8§ month period.
The application is laid open for public inspee-
tion and the applicant provisionally abandons
the application, retaining his rights to an inter-
ference for a limited period of five years from
the earliest effective U.S, filing date.

The defensive publication of an application
precludes a continuing application (divisional,
continuation-in-part, or continuation) filed un-
der 35 U.S.C. 120 from being entitled to the
benefit of the filing date of the defensively pub-
lished application unless a continuing applica-
tion is filed within thirty (30) months after the
earliest effective U.S. filing date. Where a simi-
lar application is not filed until after expiration
of the thirty (30) month pericd, the application
is examined, but it may not claim the benefit of
the earlier fi]ing date of the defensive publica-
tion application. The examiner should require
the cancellation of any claim or statement in-
tended to obtain the benefit of the earlier filing
date in such cases, objecting to its inclusion on
the ground of eﬁtopmﬂ

If a first continuing application is filed within
%0 months from the s’fmrgie&;t, 17.8. effective filing
date of the application published under the De-
fensive Publication Program, later copending
continuing applications (such as divisions if
restriction ig required during the prosecution of
the first continuing application) are not barred
and may be filed during the pendency of the
first  continuing application, even though
beyond the 30 month period, without loss of the

examiner,

defensive publication is taken up special by the

 An application having therein a request for

examiner, and if acceptable, the application is
processed promptly “for publication of the
abstract and opening of the application to the
public.’ A request for defensive publication can-
not be withdrawn after it has been approved by
the supervisory primary examiner.
~No fee is required for the defensive publica-
tion of anapplication. R
The Defensive Publication “Abstract and a
selected figure of the drawing, if any, are pub-
lished in the Official Gazette. %efensive Publica-
tion Search Copies, containing the defensive
publication abstract and suitable drawings, if
any, are provided for the application file, the
glublia Search Room and the examiner’s search
os. FE o S ’
The defensive publication application files
are maintained in the Record Room after
publication. '

B. Requirements for a Statement Requesting
oy Defensive Publication

An application may be considered for defen-
sive publication provided applicant files a
request under § 1.139 agreeing to the conditions
for defensive publication. It is preferred that
the request be filed as a separate paper. The
statement requesting publication should: (1) be
signed by the assignee of record, or by the attor-
ney or agent of record, or by the applicant and
the assignee of record, if any; (2) request the
Commissioner to publish an abstract of the dis-
closure in the O.G.; (3) authorize the Commis-
sioner to lay open to public inspection the com-
plete application upon publieation of the ab-
stract in the O.G.; (4) expressly abandon the
application to take cffect 5 years from the ear-
liest U.S. effective filing date of said application
unless interference proceedings have been ini-
tiated within that period; and (5) waive all
rights to an enforceable patent based on said
application as well as on any continuing appli-
cation filed more than 30 months after the ear-
liest effective ULS, filing date of said applica-
tion. unless the continuing application was co-
pending with an earlier continuing application
which was filed within 30 months after the car-
liest effective US. filing date.

C. Requirements for Defensive Publication

The examiner should sean the disclosure of
the application to the extent necessary to deter-
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or (3) the sub;
not qquidered sul

(

no search 1s mad%? . ;

b re are defects in the request for
fensive publication which cannot be corrected
by Examiner’s Amendment, the examiner
should notify applicant in writing, usually
giving the reasons for disapﬁl';oval" and ‘indi-
cating how .corrections may be made. Appli-
cant 1s given a period of one (1) month within
‘which to make the necessary corrections. Fail-
ure to correct a defect as required results.in non-
acceptance for defensive publication, and in
resumption of the prosecution of the applica-
tion by the Office in its regular turn. -

In those instances, however, where the sub-
ject matter is not suitable for publication, the
request may be disapproved without explana-
tion. Under these circumstances, the examiner’s
letter is first submitted to the group director for
approval, ' ~ , ,

Petition may be taken to the Commissioner
from the disapproval of a request for defen-
sive publication. s o

cre the request is apparently fatally de-

fective and involves subject matter not con-
sidered suitable for publication, for example,
advertising, frivolous, lacking utility, etc., or is
clearly anticipated by readily available art,
the examiner should generally examine the
application and prepare a complete Office ac-
tion when notifying applicant,

D. Formal Requirements of a Defensive
Publication Application
Correction is required by the examiner of
informalities listed by the Application Division
and by the Draftssnan before approval of the
request for defensive publication. Informali-
ties of the drawing are listed on the Notice of

Bev. 40, July 1076

Abstract” has been omitted, it is inserte
; of an Examiner’s Amend-

 Informalities noted by the Draftsman on the

Notice of Informal Patent Drawings should be
corrected ' where appropriate and should be
handled as follows: The examiner notes in pen-
cil'in the left margin of the drawing the num-
ber of the figure selected for defensive publica-
tion in the O.G. and returns the drawing with
the file to the Draftsman for further considera-
tion in view of the request under rule 139.
Although the selected figure itself must meet all
the drawing standards, the Draftsman may
walve requirements as to the remaining figures
which need be formal only to the extent of
being sufficiently clear for reproduction, The
DraﬁSman,will note on ‘the drawing and all
copies of the Notice of Informal Patent Draw-
ings “Approved for Defensive Publication
Only™”. ;(Ef ‘the ‘application is later passed to
issue, ‘all drawing informalities' must be cor-
rected). If the drawing correction requires
authority from the applicant, the examiner
notifies him in writing that the request under
£1.139 is disapproved until authorization for
correction is received.

E. Preparation of an Application for Defensive
Publication

After determining that the application is
acceptable for defensive publication the exam-
iner indicates which papers, if any, are to he
entered, Amendments accompanying the request
are not entered until approved by the examiner.
If filed after receipt of the request, amend-
ments will be placed in the file, but will not he
entered unless the subject matter of the amend-
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no alterations whatsoever are to be made in the
drawings. Applicant must submit a mounted
copy of the drawings to allow processing of the
application if transfer is contemplated.

The designated spaces on the face of the file

wrapper for class, subclass, claim for foreign
priority and prior United States application
data are appropriately completed. =

The Degansive'Pubﬁcation TRetention Label
identifies. Defensive Publication Applications
only and is affixed by the examiner in the space
on the file wrapper reserved for the retention
label. Patent Issue Division completes the date
of publishing and O.G. citation of the Defensive
Publication Retention Label.

In the spaces titled “Prep. for Issue” and
“Examined and Passed for Issue” the word
“Issue” is changed to—Def. Publ.—by the ex-
aminer before signing. (The clerk’s signature
is not necessary).

The “blue issue” slip is used on defensive
publication applications and is completed in the
usual manner except that in the space desig-
nated for the Patent Number the examiner
writes “Defensive Publication”. Cross refer-

ences are designated only in those subclasses

where the examiner believes the subject matter
will be of significant interest to warrant it.

With respect to the drawings the procedure
is the same as for allowance and the examiner
fills in the appropriate spaces on the margin, in
the Draftsman’s “Approved” stamp area.

F. Citation of Prior Art in a Defensive
Publication Application

Since the defensive publication procedure
makes the disclosure of an application avail-
able to the public, usually before it or any con-
tinuing application is patented, citation of
prior art under § 1.291 by any person or party
is accepted for consideration in the event ex-
amination is subsequently conducted. Such ci-
tation is endorsed on the file wrapper “Con-
tents” by the Record Room, for the convenience
of the examiner when preparing the applica-
tion or a continuing applieation of such an
application for allowance,

G. Defensive Publication Application
Interferences
_During the five year period from its carliest
U5, effective filing date, interferences may
be declared between defensive publication ap-

96.1

rules and procedures. .

711.06(a)
and/or pat-

iterference

Examiners search the Defensive Publication
Search Copies in the regular patent search
files, when making patentability searchs. Where
the claims of a ,g(%e?ensive' pub{ication applica-
tion recite substantially the same subject matter
as the allowed claims, the allowed claims should
be suggested for interference purposes to the
defensive publication application ~if these
claims . would . be allowable therein.

Abandonment of a defensive publication ap-
plication will be stayed during the period be-

inning with the suggestion of claims or the
ling of claims copied from a patent and end-
ing with the termination of the interference
proceedings or the mailing of a decision re-
fusing the interference.” A

Termination of the interference in favor of
the defensive publication application would
render the express abandonment ineffective but
would not result in the issuance of an enforce-
able patent. The examiner cancels by exam-
iner’s amendment all the claims in the case
except those awarded to applicant and sends the
case to issue. The Notice of Allowance in these
cases will be accompanied by a statement in-
forming the applicant that when the issue
fee is remitted, a disclaimer of the entire term
of the patent to be granted, must be included
in accordance with 35 U.S.C. 253.

Distinct numbers are assigned to all Defen-
sive Publications published after December 16,
1969, for example.

T 869 001—-

! , Number series, 001-999 avail-
’ , able monthly.

! beeeo 3 —0.G. volume number,

L y-—Document category, T for

Technical disclosure.

Defensive Publications are included in sub-
class lists and subscription orders. The distinct
numbers are used for all official reference and
document copy requirements.

A conversion table from the application
serial number to the distinct number for all
Defensive Publications published before De-
cember 16, 1969 appears at 869 O.G. 687, [R-49]

711.06(a) Citation and Use of Ab-
stracts, Abbreviatures and
Defensive Publications as
References [R-49]

It is important that abstracts, abbreviatures
and defensive publications (0.G. Defensive
Publication and Defensive Publication Search
Copy) be referred to as publications.
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G PROCEDURE

reviature) of Serial
Sy ’pubhshed

- These printed publications are cited as prior
rt under 30 U.S.C. 102(a)  effective
from the date of pubhcatmn cia

T An apphédt;wn or portlon thereof from thh b) Applications o;' designated portions thereof
an abstract; abbreviature or defensive publica- { ) aﬁﬁmm abbremﬁ;’é‘s ancll) (zlleilré),?sswe?;g-
tion has been prgparedfm thek sensle dthat the " 'Yieations ,
application is evidence of prior knowledge, may  Jones, Application Serial No. . _________
be used as a reference unger 35 U.S.C. 10’2(3.), filed .’_-_p_ri_-__?fl___e_ illald open o public i in-
effective from the actual date of ﬁhng in ‘the _‘__‘_,__'_______ _______ as noted at
United States, 0 oo L ,OG. o (portion of appli-

These publications ‘may be nced alone or in  cation rehed on) (list classification; if any). —~—
combination with other prior art in rejecting
claims under 35 U.S.C. 102 and 103. 712  Abandonment for Failure To Pay
— _ Defensive Publications are listed with “U.S. Issue Fee [R-49] :
vy : v - .
Patent Dl"cmg"’“ts j‘%’“"g ff”‘d At{l,)revzl?- $7 CFR 1.316. Application adandoned for failure to
L tures are listed under er References” in the pay iszue fee. (2) If the fee specified in the notice of al-
citation thereof as follows: G : ' lowancé i not paid within three months from the date
(a) Abstractsand Abbreviatures , of the notice the application will be regarded as aban-
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NATIONW. OF APPLICATIONS

doned. Such an sbandoned application will not be
considered as pending hefore the Patent and Trade-
mark Office. o e L

(b} The Commissioner may accept the late payment
of the fee specified in the notice of allowance later than
three months after the mailing of the notice as though
no abandonment had ever occeurred if-upon petition the
delay in payment is shown to have been unavoidable.
The petition te accept-the delayed payment-must ‘be
accompanied by the issue fee or portion thereof speci-
fied in the notice of allowance, unless it has been pre-
viously submitred, the fee for delayed payment, and a
showing in rhe form of &n oath or declaration as o
the causes of the delay.

Rule 317, Lapaed pateniz; delayed paymcent of balanee
of issue fee.

(a} Any remaining balance of the issue fee is to be
paid within three months from the date of notice
thereof and, if not paid, the patent will lapse at the
termimation of the three month period. '

{by The Commissioner may accept the late payment
of the balance of the issue fee after the three month
period as though no lapse had ever occurred if urmh
petition the delay in payment is shown to have heen
unavoidable, The perition to accept the delayed pay-
ment must be accompanied by the remaining halance
of the issue fee specified in the notice, unless it hLas
been previonsly submitted. the fee for delayved pavment,
and a showing in the form of an cath or declaration
as to the causes of the delay.

Presentiy, the failure to pay the base issue fee
results in the abandonment of the application.
The failure 1o pay the balance issue fee results
in the lapse of the patent. When the three

L, months’ period within which the base issue fee
might have been paid has expired, the file is
returned by the Patent Issue Division to the
examining group. Certain clerical operations
are performed and the file and drawing are for-
warded to the Abandoned Files Unit, When the
issue fee is not paid and the application is aban-
doned. proceedings are terminated as of the date
the issue fee was due. The application is aban-
doned on that date (but if the issue fee is later
accepted. on petition, the application is in a
[sense revived). When the three month period
within which the balanee issue fee might have
been paid has expired the file remains in the
Record Room. The term of the patent ends as of
the date the balance jssue fee was due (but if
the balance issue fee is later accepted. the term
of the patent is reinstated.) Tt is possible to
petition the Commissioner to have an jssue fee
aceepted after the expiration of the three month
period, Sueh s petition must be supported by a
showing in the form of an oath or a rule 6%
declaration us to the cause of the defav, and
accompanied by the proper tssue fee (if not pre-
gented earlierj. and the fee for fate payment.

L 146
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713 Interviews [R-24]

 The personal appearance of an applicant,
attorney, or agent before the examiner pre-
senting matters for the latter’s consideration
1s considered an‘interview.

713.01 General Policy, How Con-
ducted [R-43]

Rule 133. Interviews. (a) Interviews with exam-
iners concerning applications and other matters pend-
ing before the Office must be had in the examiners’
rooms at such times, within office hours, as the respec-
tive examiners ‘may designate. Interviews will not be
permitted at.any other time or piace without the
authority of the Commissioner. Interviews for the dis-
cussion of .the patentability.of pendirg applications
will not be had before the first official action thereon.
Interviews should be arranged for in-advance,

(b) In every instance where reconsideration is re-
quested in view of an interview with an examiner, a
complete written statement of the reasons presented
at the interview as warranting favoerable action must
be filed by the applicant. An interview does not remove
the necessity for response to Office actions as specified
in rules 111,135.

Interviews are permissible on any working
day except during periods of overtime work.

An interview should normally be arranged
for in advance, as by letter, telegram or phone
call, in order to insure that the primary exam-
iner and/or the examiner in charge of the ap-
plication will be present in the Office. When a
second art unit is involved (Patentability Re-
port), the availability of the second examiner
should also be checked. (See § 705.01(f).) An
appointment for interview once arranged
should be kept. Many applicants and attorneys
plan trips to Washington in reliance upon such
appointments. When, after an appointment has
been made, circumstances compel the absence
of the examiner or examiners necessary to an
effective interview, the other party should be
notified immediately so that substitute arrange-
ments may be made.

When a telephone call is made to an examiner
and it becomes evident thut a lengthy discussion
will ensne or that the examiner needs time to
restudy the situation, the call should be termi-
nated with an agrecment that the examiner will
call baek at a specified time. Such a eall and all
other ealls originated by the examiner should be
made throngh the F'TS (Federal Telecommuni-
ations System) even though a collect eall had
been authorized. It is helpful if amendments
and other papers, such as the letter of transmit-
tal, inchude the complete telephone number with
area code and extension, preferably near the
signature of the writer.
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is

particularly in an edcase. = '

An examiner’s suggestion of allowable sub-
ject matter may justify his indicating the possi-
I)i»lity of an ir iew to accelerate early agree-
ment on allowable claims. -

An interview should be had only when the
nature of the case is such that the interview
could serve to develop and clarify specific is-

tween the examiner and the applicant, and
thereby advance the presecution of the applica-
tion. Thus the attorney when presenting him-
self for an interview should be fully prepared
to discuss the issues raised in the Office action.
When it is obvious that the attorney is not so
prepared, an interview should not be permitted.

“Examiners should avoid unnecessary inter-
ruptions during interviews with attorneys: or
inventors. ‘In this regard, examiners should
notify their receptionist, immediately prior to
an interview, to not complete incoming tele-
phone calls unless such are of an emergency
nature. : :

The examiner should not hesitate to state, if
such be the case, that claims presented for con-
gideration at the interview require further
search and study. Nor should the examiner
hesitate to conclude an interview when it ap-
pears that no common ground can be reached
nor when it becomes apparent that the appli-
cation requires further amendment or an acrdi-
tional action by the examiner.

It is the responsibility of both parties to the
interview to see that it is not extended beyond
a reasonable period, usually not longer than
thirty minutes. It is the duty of the primary
examiner to see that an interview is not ex-
tended beyond a reasonable period even when
he does not personally participate in the
interview.

During an interview with an applicant who
is prosecuting his own case and is not familiar
with Office procedure the examiner may make
suggestions that will advance the prosecution
of this case; this lies wholly within his discre-
tion. Too much time, however, should not be
allowed for such interviews.

Examiners may grant one interview after
final rejection. See § 713.09.

Where the response to a first complete action
includes a request for an interview or a tele-
phone consultation to be initiated by the exam-
iner, or where an out-of-town attorney under
similar circumstances requests that the exam-
iner defer taking any further action on the case
until the attorney’s next visit to Washington

Bev. 46, Oct. 1975

sues and lead to a mutual understanding be-

o8

e has f‘cbflsi&
, ffect of the responmse, should grant
such request if it appearseii;t;fthe”interview or
consultation would result in expediting the case
to & fAnal action. e

Where agreement is reached as-a result of an
interview. applicant’s representative should be
advised that an amendment pursuant to the
agreement should be promptly submitted. If
the amendment prepares-the case for final ac-
tion, the examiner should take the case up as
special. If not, the case should await its turn.
. Consideration of a filed amendment may be
had by hand delivery of a duplicate copy of said
amendment, . ..

. Early communication of the results of the
consideration should be made to applicant; if
requested, indicate on attorney’s copy any agree-
ment; initial and date both copies. = .

Although entry of amendatory matter usu-
ally requires actual presence of the original
paper, examiner and clerical processing should
proc as far as practicable based on the dupli-
catecopy. The extent of processing will depend
on each amendment.

The substance of any interview, whether in
person or by telephone must be made of record
in the application. See § 713.04.

ExamrxatioN By Examiner Otrer TuaN Tae
Oxe Wno Conpuctep THE INTERVIEW

Sometimes the examiner who conducted the
interview is transferred to another group or
resigns, and the examination is continued by
another examiner. If there is an indication
that an interview had been held, the second
examiner should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
examiner should take a position consistent
with the agreements previously reached. See
§ 812.01 for a statement of telephone practice in
restriction and election of species situations.

713.02 Interviews Prior to First Offi-
cial Action [R-46]

Prior to filing, no interview is permitted.
However, in the examiner’s discretion, a lim-
ited amount of time may be spent in indicating
the field of search to an attorney, searcher or
inventor.

A request for an interview prior to the first 1
Office action is ordinarily granted in continning
or substitute applications. A request for an in-
tervies in afl other applications before the first |
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action is untimely and will not be acknowledged
if written, or granted if oral; rule 133 (a).

SearcHIxG 1IN GROUP

Search in the group art unit should be per-
mitted only with the consent of a primary
examiner.

Exrouxpréee Patent Law

The Patent and Trademark Office cannot act
as an expounder of the patent law, nor as a
counsellor for individuals.

713.03 Interview for “Sounding Out”
Examiner Not Permitted

Interviews that are solely for the purpose of
“sounding out” the examiner, as by a local at-
torney acting for an out-of-town attorney,
should not be permitted when it is apparent that
any agreement that would be reached is condi-
tional upon being satisfactory to the principal
attorney,

713.04 Substance of Interview Must
Be Made of Record [R-43]

A complete written statement as to the sub-
stance of any face-to-face or telephone inter-
view with regard to an application must be
made of record in the application, whether or
not an agreement with the examiner was
reached at the interview. See rule 133(b).
§ 713.01.

This is further brought out by the following
Rule:

Rule 2. Business to be transacted in writing. All
business with the Patent and Trademark Office should
be transacted in writing. The personal attendance of
applicants or their attorneys or agents at the Patent
and Trademark Office is unnecessary. The action of the
Patent and Trademark Office will be based exclusively
on the written record in the Office. No attention will be
paid to any alleged oral promize, stipulation, or under-
standing in relation to which there is disagreement or
doubt.

The action of the Patent and Trademark
Office cannot be based exclusively on the written
record in the Office if that record is itself incon-
plete through the failure to record the substance
of interviews.

Applicants and their attorneys or agents are
responsible for compliance with the reguire-
ment for a complete written statement exeept
in those situations in which it is agreed that
the examiner will issue an Oflice action upon the
application without further written response on
hehalf of applicant. [n those sitnations, the ex-
grniner witl make the substance of the interview

g%.1

713.05

of record in the Office action. The examiner may
also complete the record of an interview if sig-
nificant matters are inadvertently omitted from
a written statement filed on behalf of applicant.

Noncompliance on behalf of applicant with
the above noted requirement for a complete
written statement when filing a response will
result in the applicant being given one month
from the date of the notifying letter or the re-
mainder of any period for response, whichever
is longer, to complete the response and there-
by avoid abandonment of the application (rule
135(c)).

ExayiNer 1o CHECK FOR ACCURACY

Applicant’s summary of what took place at
the interview should be carefully checked to
determine the accuracy of any statement at-
tributed to the examiner during the interview.
(a) If there is an inaccuracy and it bears di-
rectly on the question of patentability, it should
be pointed out in the next Office letter. If
the claims are allowable for other reasons of
record, the examiner should withhold allow-
ance by means of an Ex parte Quayle action
until the record is clarified. (b) If the inac-
curacy does not bear directly on the question
of patentability, the case may be sent to issue,
if allowable for reasons of record, but the ex-
aminer should send a letter setting forth his
version of the statement attributed to him.

An inaccuracy with respect to an argument
presented at the interview; e.g., including in
the summary of the interview an argument not
then presented, should be treated as in (a) or
(b) above.

713.05 Interviews Prohibited or

Granted, Special Situations
[R-43]

Saturday interviews, see § 713.01.

Iixcept 1n unusual situations, no interview is
permitted after the brief on appeal is filed or
after a case has been passed to issue.

An interview may be appropriate before ap-
plicant’s first response when the examiner has
suggested that allowable subject matter is
present or where it will assist applieant in judg-
ing the propriety of continuing the prosecution,

Office employees ave forbidden to hold either
oral or written communication with an unregis-
tered or a disharred attorney regarding an ap-
plication unless it he one in which said attorney
1= the applicant, See § 105,

Tuterviews are frequently requested by per-
sons whose credentials are of such informal
character that there is serious question as to
whether such persons are entitled to any infor-
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und s the p named as

the attorneyofrecord.

Interviews normally should not be granted
unless the requesting party has authority to
bind the principal concerned. REE

The availability of personal interviews in the
“Conference Period”, which is the time between
the filing of applicant’s thorough first response
and a concluding action by the examiner, for
attorneys resident or frequently in Washington
is obvious. For others more remote, telephone
interviews may prove valuable. However, pres-
ent Office policy places great emphasis on tele-
phone interviews initiated by the examiner to
attorneys and agents of record. See § 408.

The examiner, by making a telephone call,
may be able to suggest minor, probably quickly
acceptable changes which would result in
allowance. If there are major questions or
suggestions, the call might state them concisely,
and suggest a further telephone or personal
interview, at a prearranged later time, giving
applicant more time for consideration before
discussing the points raised. -

For an interview with an examiner who does
not have negotiation authority, arrangements
should always include an examiner who does
have sueh authority, and who has familiarized
himself with the case, so that authoritative
agreement may be reached at the time of the
mnterview,

Grooren INTERVIEWS

For attorneys remote from Washington who
prefer personal interviews, the grouped inter-
view practice is effective. If in any case there
is & prearranged interview, with agreement to
file a prompt supplemental amendment putting

Qétions Dis-

sions on moti
papers. See §

The invention in question may be exhibited
or demonstrated during the interview by a
model thereof which may be sent to the Office
prior: to the:interview where it ‘is received in
the Supply and Receiving Unit and forwarded
to the group. A model is not to be received by .
the examiner. directly from the applicant or
his attorney. See §§ 608.03 and 608.03(a).

Oftentimes a model or exhibit is not given
into the custody of the Oflice but is brought
directly into the group by the attorney solely
for inspection or demonstration during the
course of the. interview. This is permissible.
Demonstrations of apparatus or exhibits too
large to be brought into the Office may be
viewed by the examiner outside of the Office,
(in the Washington area) with the approval of
the supervisory primary examiner. It is pre-
sumed that the witnessing of the demonstration
or the reviewing of the exhibit is actually essen-
tial in the developing and clarifying of the is-
sues involved in the application.

713.09 Finally Rejected Application
[R-49]

Normally, one interview after final rejection
is permitted. However, the intended purpose
and content of the interview must be presented
briefly, either orally or in writing. Such an inter-
view may be granted if the examiner is con-
vineed that disposal or clarification for appeal
may he accomplished with only nominal further
consideration. Interviews merely to restate
arguments of record or to discuss new limita-
tions which would require more than nominal
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After a case is , it is technically
no longer under the jurisdiction of the pri-
with an examiner that would involve a detailed
consideration of claims sought to be entered
and perhaps entailing a discussion of the prior
art for determining whether or not the claims
are allowable should not be given. riousl
an applicant is not entitled to'a gre

a matter of rig

sests for interview already
to issue sh be d only with
specific approval of the group director upon

a showing in writing of extraordinary circum-
714 Amendments, Applicant’s Action
- [R-49] THEIECTE :

37 CFR 1.115. Amendment by applicant. The appli-
cant may amend before or after the first examination
and action, and also after the second or subsequent

examination or reconsideration as specified in §1.112
or when and ﬂs specifically required by the examiner.

See also § 714.12.

714.01 Signatures to Amendments
[R-26] '

To facilitate any telephone call that may be-
come necessary, it 18 recommended that the com-
plete telephione number with area code and ex-
tension be eiven, preferably near the signature.
Note §§ 605.04 to 605.05(a) for a discussion of
signatures to the application.

714.01(a) Unsigned or Improperly
Signed Amendment [R-
49]

_An unsigned amendment or ene not properly
signed by a having authority to prose-
cute the case is not entered. This applies, for
instance, where the amendment is signed by
one only of two applicants and the one signing
has not been given a power of attorney by the
other applicant,

If copies (carbon or electrostatic) are filed,
the signature must be applied after the copies
are made, § 714.07

Bev. 46, July 1076

is recegil\ared the ame

sponse, or one month, whichever is longer, to file
his ; supplemental response (37 CFR 1.135,
§711). et Lty vt s
- 'Sometimes problems arising from unsigned or
improperly signed amendments may be disposed
of by calling in the local representative of the
attorney of record, since he may have the au-
thority to sign the amendment. Listings of local
representatives of out-of-town attorneys are
kept available in the various group directors’
offices. ‘ ; -

An amendment signed by .a person whose
name is known to have been removed from the
registers of attorneys and agents under the pro-
visions of 37 CFR § 1.347 or § 1.348 is not en-
tered. The file and unentered amendment are
submitted to the Office of the Solicitor for ap-
propriate action. o

714.01(¢) Signed by Attorney Not of
, ; Record [R-49]

See § 405.

A registered attorney or agent acting in a
representative capacity under 37 CFR 1.34, may
sign amendments even though he does not have
& power of attorney in the application. See § 402.

714.01 (d) Amendment Signed by Ap-
plicant But Not by Attor-
ney of Record [R-30]

If an amendment signed by the applicant
is received in an application in which there

100
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is a duly appointed attorney, the amendment
should be entered and acted upon. Attention
should be called to rule 33(a). Two copies of
_the action should be prepared, one being sent
to the attorney and the other direct to appli-
cant. The notation: “Copy to applicant” should
appear on the original and on both copies.

714.02 Must Be Fully
[R-25]

Rule 111. Reply by applicant. (a) After the Office
action, if adverse in any respect, the applicant, if he
persist in his application for a patent, must reply
thereto and may request reexamination or reconsid-
eration, with or without amendment.

{b) In order to be entitled to reexamination or re-
consideration, the applicant must make request there-
for in writing, and he must distinetly and specifically
point out the supposed errors in the examiner's action;
the applcant must respoud to every ground of objec-
tion and rejection in the prior Office action (except
that request may be made that objections or require-
ments as to form not necessary to further considera-
tion of the claims be held in abeyance until allowable
subject matter is indicated), and the applicant’s action
must appear throughout to be a bona fide attempt to
advance the case to final action. A general allegation
that the claims define a patentable invention without
specifically pointing out how the language of the claims
patentably distinguishes them from the references does
not comply with the requirements of this rule.

{¢) In amending an application in response to a re-
Jection, the applicant must clearly point out the patenta-
ble novelty which he thinks the claims present in view
of the state of the art disclosed by the references cited
or the objections made. He must also show how the
amendments avoid such references or objections. (See
rules 135 and 136 for time for reply.)

Responsive

In all eases where response to a requirement
is indicated as necessary to further considera-
tion of the claims, or where allowable subject
matter has been indicated, a complete response
must either comply with the formal reguire-
ments or specifically traverse each one not com-
plied with.

Drawing and specification corrections, pres-
entation of a new cath and the like are gener-
ally eonsidered as formal matters, However,
the line between formal matters and thosze touch-
ing the merits is not sharp, and the determina.
tion of the merits of a case may require that siuch
corrections, new onth, ete., be insisted upon
prior to any indication of allowable zubject
matter,

Bute 119, Amendment of claime, The cluima mays be
smended by ennecling partienlsr clalins, by presenting
new elatms, ar by rewriting partiestar elalss as In.
Aiented v Rule 120 The requirements of fale 111 mout

714.03

be complied with by pointing out the specific distinc-
tions believed to render the claims patentable over the
references in presenting arguments in support of new
claims and amendments,

An amendment submitted after a second or
subsequent non-final action on the merits which
is otherwise responsive but which increases the
number of claims drawn to the invention pre-
viously acted upon is not to be held nonrespon-
sive for that reason alone. (See rule 112, § 706).

‘The prompt development of a clear issue re-

uires that the responses of the applicant meet
the objections to and rejections of the claims.
Applicant should also specifically peint out the
support for any amendments made to the dis-
closure. See § 706.03(n).

An amendment attempting to “rewrite” a
claim in the manner set forth in rule 121(b)
may be held non-responsive if it uses paren-
theses, ( ), where brackets, [ ], are called
for;: see § T14.22.

Responses to requirements to restrict are
treated under § 818,

714.03 Amendments Not Fully Re-
sponsive, Action To Be Taken

[R-39]

If there is sufficient time remaining in the
six-month statutory period or set shortened
period when applicant’s amendment is found
to be not fully responsive to the last Office
action, a letter should at once be sent applicant
pointing out wherein his amendment fails to
fully respond coupled with a warning that the
response must be completed within the time
period in order to avoid the question of aban-
donment. See § 714.05.

Where a bona fide vesponse to an examiner’s
action is filed before the expiration of a per-
missible period, but through an apparent over-
sight or inadvertence some point necessary to a
complete response has been omitted,—such as
an amendment or argument as to one or two of
several claims inveolved or signature to the
amendment,—the examiner, as soon as he
notes the omission, should require the appli-
cant to complete his response within a specified
time limit (usually one month) if the period
has already expired or insuflicient time is left to
take action before the expiration of the period.
If this is done the application should not be
held abandoned even though the preseribed
period has expired, See rule 135(¢). Similarly,
where there is an informality as to the fee in
comnection with an amendment presenting addi-
tional elaims in a case filed on or after October
95, 1965, the applicant is notified by the clerk
on form POTL 219, See 48 607 and THAT0.

¥
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some necessary part of a complete resp
For example, if an election of species has been
required and applicant does not make election
because he holds the requirement to be wrong,
the amendment on its face is not a “bona fide
attempt to advance the case to final action”
(rule 135), and the examiner is without au-
thority to postpone decision as to abandonment.
‘If there is ample time for applicant’s reply
to be filed within the time period, no reference
is made to the time for response other than to
note in the letter that the response must be com-
pleted ‘within the period for response dating
from the last Office action. %

714.04 Claims Presented in Amend-
ment With No Attempt To
Point Out Patentable Novelty
[R-25]

In the consideration of claims in an amended
case where no attempt is made to point out the
patentable novelty, the claims should not be
allowed. (See Rule 111, § 714.02.)

An amendment failing to point out the pat-
entable novelty which the applicant believes to
exist in his case may be held to be nonresponsive
and a time limit set to furnish a proper re-
sponse if the statutory period has expired or
almost expired (§714.03). However, if the
claims as amended are clearly open to rejection
on grounds of record, a final rejection should

generally be made.

714.05 Examiner Should Immediately
Inspect [R-25]

Actions by applicant, especially those filed
near the end of the period for response. should
be inspected immediately upon filing to de-
termine whether they are completely responsive
to the preceding Office action so as to prevent
abandonment of the application.  If found in-
adequate, and sufficient time remains, applicant
should be notified of the deficiencies and
warned to complete the response within the
pertod.,  See ¢ T14.09,

All amended cases put on the examiner’s
desk should be inspected by him at once to
determine:

If the
(8 714.01).

If the amendment has been filed within the
statutory period, set shortened period or time
limit (§ 710).

Bev, 30, Jan, 1974

amendment is properly signed

dryr;ye\n,ty is ,fully responsive. See

made by the amendment war-
fer. See §903.08(d). .
If the case is special.  See § 708.01.
 If claims suggested to applicant for inter-
ference purposes have been inserted.
If there is a traverse of a requirement for
restriction.  See § 818.03(a). . ;s
If “easily erasable” paper has been used or
other non-permanent method of preparation or
I‘Gl}I‘OdHﬁIOH,- See §714.07. :
f applicant has  cited references. See
$§ 707.05(b) and 1302.12. .. . .
. If a terminal disclaimer has been filed. See
$§ 508.01. 804.02, 804.03 and 1403.
If any matter involving security has been

added. See § 107.01.
-~ ActioN CRroSsSES AMENDMENT

A supplemental action is usually necessary
when an amendment is filed on or before the
mailing date of the regular action but reaches
the examining group later. The supplemental
action should be promptly prepared. It need
not reiterate all portions of the previous action
that are still applicable but it should specify
which portions are to be disregarded, pointing
out that the period for response runs from the
mailing of tﬁe supplemental action. The ac-
tion should be headed “Responsive to amend-
ment of (date) and supplemental to the action
mailed (date)”.

714.06 Amendments Sent to Wrong
Group

See § 508.01.

714.07 Amendments Not in Perma-
nent Ink [R-39]

Rule 52(a) requires “permanent ink or its
equivalent in quality” to be used on papers
which will become part of the record and In re
Benson, 1959 C.D. 5: 74 0.G. 353 holds that
documents on so-called “easily erasable” paper
violate the requirement. The fact that rule 52(a)
has not been complied with may be discovered
as soon as the amendment reaches the exainin-
ing group or, later. when the ease is reached for
action. In the first instance, applicant is
promptly natified that the amendment is not
entered and is required to file & permanent copy
within one month or to order a copy to be made
by the Patent Office at his expense. Physieal
entry of the amendment will be made from the
permanent copy.

If there is no appropriate response within
the one month period, a copy is made by the
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notified and required to re charges or
authorize charging them to his deposit account.

In the second instance, when the non-per-
manence of the amendment is discovered only
when the case is reached for action, similar
steps are taken, but action on the case is not
held up, the requirement for a permanent copy
of the amendment being included in the Office
action. ~ :

Office copier or good carbon copies on satis-
factory paper are acceptable. But see In re
Ap(l)lication Papers Filed Jan. 20, 1956, 706
0.G. 4. Although a good copy is acceptable,
signatures must be applied after the copy is
made, o :

See § 608.01 for more discussion on acceptable

copies. [R-4T]
714.08 Telegraphic Amendment [R-
471

When a telegraphic amendment is received,
the telegram is placed in the file but not entered.
I'f confirmation of this amendment by a properly
signed formal amendment does not follow in
due time, the applicant is notified that proper
confirmation is required; otherwise, the tele-
gram will not be accepted as a response to the
former Office action. If the applicant does con-
firms promptly, the amendment is entered. (See
Fix parte Wheary. 1913 (LD, 253 197 O.G. 534.)

The same test as to completeness of response
applies to an amendment sent by telegraph as
to one sent by mail. See § 714.02,

714.09 Amendments Before

Office Action [R-39]

An amendment filed before the first Office
action. even one filed along with the original
application. does not enjoy the status of part of
the original disclosure, See § 608.04(b).

In the case of rule 60 (unexecuted) appli-
cations. an amendment stating that, “This is a
division (continuation) of application Serial
Now oo, filed o, ¥ and canceling
any irrelevant claims as well as any prelim-
inary amendment should accompany the appli-
eation. Amendments should either accompany
the application or be filed after the applieation
has received its serial number and filing date.
See & 201.06(a). .

714.10 Claims Added in FExcess of
Filing Fee [R-36]

The Fee Act, which became effective Octo-

ber 25. 1965, provides for the presentation of

claims added in excess of filing fee. On pay-

ment of an additional fee (see § 607), these ex-

First
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cess claims may be presented any time after the
application is filed, which of course, includes
the time before the first action. This provision
does not apply in the case of applications filed
hefore October 25, 1965. :

714.11 Amendment Filed During In-
terference Proceedings [R-

23]
See §1111.05.

714.12 Amendments After Final Re-
jection or Action [R-36]

Rule 116, Amendments after final action. (a) After
final rejection or action (rule 113) amendments may
be made canceling claims or complying with any re-
quirements of form which has been made, and amend-
ments presenting rejected claims in better form feor
consideration on appeal may be admitted; but the ad-
mission of any such amendment or Its refusal, and any
proceedings relative thereto, shall not operate to re-
lieve the application from its condition as subject to
appeal or to sdve it from abandonment under rule 135.

(b) If amendments touching the merits of the appli-
cation be presented after final rejection, or after ap-
peal has been taken, or when such amendment might
not otherwise be proper, they may be admitted upon a
showing of good and sufficient reasons why they are
necessary and were not earlier presented.

{¢) No amendment can be made as a matter of right
in appealed cases. After decision on appeal, amend-
ments can only be made as provided in rule 198, or
to carry into effect # recommendation under rule 196.

Once 2 final rejection that is not premature
has been entered in a case, applicant no longer
has any right to unrestricted further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.
Any amendment that will place the case either
in condition for allowance or in better form
for appeal may be entered. Also, amendments
complying with objections or requirements as
to form are to be permitted after final action m
accordance with rules 116(a). Ordinarily,
amendments filed afrer the final action are not
entored unless approved by the examiner. See
$8T06.07 (e), T14.13 and 1207,

T'he prosecution of an application before the
caaminer should ordinarily be concluded with
the final action. Howerer, one personal inter-
wiew by applicant may be entertained after such
final artion if cirewmstances warrant, Thus, only
one request by applicant for a personal inter-
view after final should be granted, but in ex-
ceptional  cirenmstances, a second  personal
interview may be initiated by the ewaminer if
in his judgment this would materially nssist in

placing the application in  condition for
allowance.

Hev. 47, Jan. 1976




- of .
prosecution of patent applic
rejection may be alleviated
includes, at the time of filing or no later than
the first response, claims varying from the
broadest to which he believes he is entitled to
the most detailed that he is willing to accept.

714.13 | Amendments After Final Rejee-
tion or Action, Procedure
Followed [R-47]

Fivarn’ Reseorion=—T1re - ror -REspowse

The filing of a timely first response to & final
rejection having a shortened statutory period
for response is construed as including a request
to extend the shortened statutory period for an
additional month, which will be granted, even
if previous extensions have been granted, but in
no case may the period for response exceed six
months from the date of the final action. Even
if previous extensions have been granted, the
primary examiner is authorized to grant the re-
quest. for extension of time which is implicit in
the filing of a timely first response to a_final
rejection. An object of this practice is to sbviate
the necessity for appeal or filing a continuing
case merely to gain time to consider the exami-
ner’s position in reply to an amendment timely
filed after final rejection. Accordingly. the
shortened statutory period for response to a
final rejection to which a proposed response has
been received will generally be extended one
month.

Normally. examiners will complete a response
to an amendment after final rejection within
five days after receipt thereof. Inthose rare situ-
ations where the advisory action cannot be
mailed in sufficient time for applicant to con-
sider the examiner’s position with respect to the
proposed response before abandonment of the
application. the granting of additional time
to complete the response to the final rejection
or to take other appropriate action would be
appropriate, The advisory action form (POI~
503y states that “THE PERIOD FOR RE-
SPONSE IS EXTENDED TO RUN
MONTHS FROM THE DATE OF TIHE
FINAL REJECTION. The blank before
“MONTHS"” should be filled in with an integer
(4. 5, or 6y: fractional months should net he
indicated. Tn no ease ean the period for reply
te the final rejection be extended to execeed six
months from the mailing date thereof,

During the additional period. no applicant
or attorney initiated interview is normally per-
mitted, Sinee a timely first response to a final
rejection is construed as inelidding a request for
an extension of time, any subsequent request for

Hev. 47, Jan, 1976

an extension of time is considered to be a second
or subsequent request and must be submitted to
the groupdirector. = .
Failure to file a response during the shortened
statutory period results in abandonment of the

application.
_ExtrRY Nor A MATTER OF RIGHT

It should be kept in mind that applicant
cannot, as a matter of right, amend any finally
rejected ‘claims, add new claims after a final
rejection (see rule 116) or reinstate previously

canceled claims.’ ~

Except where an amendment merely cancels
claims, adopts examiner suggestions, removes
issues for appeal, or in some other way requires
only a cursory review by the examiner, compli-
ance with the requirement of a showing under
rule 116(b) is expected in all amendments after
final rejection.’ Failure to properly respond to
the ﬁna} rejection results in abandonment unless
an amendment is entered in part (§ 714.20, items
3and 4).

An amendment filed at any time after final
rejection but before an appeal brief is filed,
may be entered upon or after filing of an appeal
provided the total cffect of the amendment 1s to
(1) remove issues for appeal, and/or (2) adopt
examiner suggestions.

See also §§ 1207 and 1211,

Acrion ny EXaMINER

I the event that the proposed amendment
doves not place the ease in better form for appeal,
nor in eondition for allowance, applicant s&mnld
be promptly informed of this fact, whenever
possible, within the statutory period. The re-
fusal to enter the proposed amendment should
not be arbitrary. The proposed amendment
should be given sufficient consideration to deter-
mine whether the claims are in condition for
allowance and/or whether the issues on appeal
are simplified. Ordinarily, the specific deficien-
cies of the amendment need not be discussed.
The reasons should be concisely expressed. For
example:

(1) The claims, if amended as proposed,
would not avoid any of the rejections set forth
in the last Office action, and thus the amend-
ment would not place the case in condition for
allowance or in better condition for appeal.

(2) The claims, if amended as proposed,
would avoid the rejection on indefiniteness but
would not aveid the rejection on the references,
The amendment will be entered upon the filing
of an ap seal.

(3) The claims as amended present pew is-
sizs requiring further consideration or search,

(4) Sinee the amendment presents additional
claims without canceling any finally rejected

102.2




EXAMINATION

claims it is not considered as placing the applica-
- tion in better eondition for appeal: Ex parte
Wirt, 1905 C.D. 247; 117 O.G. 599.

Examiners should indicate the status of each
claim of record or proposed in the amendment,
and which proposed elaims would be entered on
the filing of an appeal if filed in a separate
paper.

Applieant should be notitied, if certain
portions of the amendment would be accept-
able as placing some of the claims in better
form for appeal or complying with objections
or requirements as io form, 1f a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some of the claims would render them allow-
able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
sistent with the claims as amended. A state-
ment that the final rejection stands and that the
statutory period runs from the date of the final
rejection is also in order.

Form Jetter POI~303 should be used to
acknowledge receipt of a response from appli-
cant after final rejection where such response
is prior to filing of a notice of appeal which does
not place the application in condition for al-
lowanee, This form has been devised to advise
applicant of the disposition of the proposed
amendments to the claims and of the effect of
any argument or affidavit not placing the ap-
plication in condition for allowance or which
could not be made allowable by a telephone call
to clear up minor matters.

Any amendment timely filed after a final re-
jeetion should be inimediately constdered to de-
termine whether it places the application in
condition for allowance or in bhetter form for
appeal. Examiners are expected to turn in
their response to an amendment after final re-
jection within five davs from the time the
amendinent reaches their desks. In those situa-
tions where the amendment reaches the examin-
er's desk after the expiration of the shortened
statiutory period, the examiner is expected to
veturn his aetion to the clerical force within
three davs. In #ll instances, both before and
after final rejection. in which an application is
placed in condition for allowance as by an
interview or amendment. before preporing it
Jor ollgianrre., .',Lplpﬁaz';mt should be notified
promptly of the allowability of all claims by
mieans of form letter POL-32T or an examiner’s
amendment.

Sucle a letter is important becayse it pay
avoid wn wnnecessary appeal and aet as a safe-
guard against a holding of abandomment. Fvery
effort sliould be made 10 mail the letter hefore
the period for response expires,

If no appeal has been filed within the period

102,53
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714.13

for response and no amendment has been sub-
mitted to make the case allowable or which can
be entered in part (see §714.20}, the case
stands abandoned.

It should be noted that, under rule 181(f),
the filing of a rule 181 petition will not stay
the period for reply to an examiner’s action
which may be running against an application.
See § 1207 for appeal and post-appeal pro-
cedure, For after final rejection practice rela-
tive to aflidavits or declarations filed under
rules 131 and 132 see §§ 715.09 and 716.

Haxp Drravery or Parers

Any paper which relates to a pending apphi-
cation may be personally delivered to an Ex-
amining Group. However, the Examining
GGroup will accept the paper only if: (1) the
paper is accompanied by some form of receipt
which ean be handed back to the person deliver-
ing the paper: and (2) the Examining Group
being asked to receive the paper is responsible
for acting on the paper.

The receipt may take the form of a duplicate
copy of such paper or a card identifving the
paper. The identifying data on the card should
be so complete as to leave no uncertainty as to
the paper filed. For example, the card should
contain the applicant’s name(s), Serial No., fil-
ing date and a description of the paper being
filed. Tf more than one paper is bemy filed for
the same application, the card should contain
a description of cach paper oritem.

Under this procedure, the paper and receipt
will be date stamped with the Group date
stamp. The receipt will be handed back to the
person hand delivering the paper. The paper
will be correlated with the appleation and made
an official paper in the file, thereby avoiding
the necessity of processing and forwarding the
paper to the Examining Group via the Mail
Room.

The Examining Gronp will aceept and date
stamp a paper even though the paper is accom-
panied by a check or the paper contains an
authorization to charge a Deposit Aceount.
However, in such an mstance, the paper will
be hand carried by Group personnel to the Office
of Finance for processing and then made an
official paper in the file,

All such papers, together with the cash.
checks, or money orders, shall be hand earried
to the Cashier’s Window, Room 2-1BO1, be-
tween the hours of 3:00 pan, and 4:00 pan.

The papers shall be processed by the account-
ing clerk, Oflice of Finance, for pickup at the
Cashier’s Window by 3:00 p.n. the following
work day. Upon return to the group, the papers
will be entered in the application file wrappers.
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Under the decision in Ex p I
C.D. 11; 453 O.G. 213, after all claims in a
case have been allowed the prosecution of the
case on the merits is closed even though there
may be outstanding formal objections which
preclude fully closing the prosecution.

Amendments touching the merits are treated
in a manner similar to amendments after final
rejection, though the prosecution may be con-
tinued as to the formal matters. See §§ 714.12
and 714.13. » e

See § 607 for additional fee requirements.

714.15 Amendment Received in Ex-
amining Group After Mailing
of Neotice of Allowance [R-
- 32]

Where an amendment, even though prepared
by applicant prior to allowance, does not reach
the Office until after the notice of allowance
has been mailed, such amendment has the
status of one filed under rule 312. Its ent
is a matter of . For discussion of amend-
ments filed under rule 312, see §§ 714.16 to 714.-
16(e).

If, however, the amendment is filed in the
Office prior to the mailing out of the notice of
allowance, but is received by the examiner

after the mailing of the notice of allow- -

ance, it has the same standing in the case as
though the notice had not been mailed. Where
the case has not been closed to further prose-
cution, as by final rejection of one or more
claims, or by an action allowing all of the
claims, applicant may be entitled to have such
amendment entered even though it may be
necessary to withdraw the application from
issue. Such withdrawal, however, is unneces-
sary if the amendatory matter is such as the
examiner would recommend for entry under
ruje 312,

As above implied, the case will not be with-
drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
ance closed the case to further amendment,
i.e, by indicating the patentability of all of
the claims, or by allowing some and finally
rejecting the remainder.

After an applicant has been notified that the
claims are all allowable, further prosecution of
the merits of the case is a matter of grace and
not of right (Ex parte Quayle, 1935 C.D. 11;
453 0.G. 213). To this extent the practice

. 714.16

C atus of an amendment received
n the Office on the date of mailing the notice
of allowance, as set forth in Ex parte Miller,
1922 C.D. 36; 305 O.G. 419, is modified.

714.16 Amendment After Notice of
Allowance, Rule 312 [R-41]

‘Rule 812, Amendments after allowance. Amendments
after ‘the ‘notice of allowance of -an application will
not be permitted as a matter of right. However, such
amendments may be made if filed not later than the
date the issue fee is paid, on the recommendation of
the primary examiner, approved by the Commissioner,
without withdrawing the case from issue.

The Commissioner has delegated the ap-
proval of such recommendation to the Super-
visory Primary Examiners. == =

A supplemental oath is not treated as an
amendment under rule 312, see § 603.01.

After the Notice of Allowance has been
mailed, the application is technically no longer
under the jurisdiction of the primary examiner.
He can however, make examiner’s amendments,
(See § 1302.04) and has authority to enter Order
3311 amendments submitted after Notice of Al-
lowance of an application which embody merely
the correction of formal matters in the spec-
ification or drawing, or formal matters in a
claim without changing the scope thereof, or the
cancellation of claims from the application,
without forwarding to the Supervisory Pri-
mary Examiner for approval.

Amendments other than these require ap-
proval by the Supervisory Primary Examiner.
The group director establishes group rolicy
with respect to the treatment of Order 3311
amendments directed to trivial informalities
which seldom affect significantly the vital
formal requirements of any patent; namely,
(1) that its disclosure be adequately clear, and
(2) that any invention present be defined with
sufficient clarity to form an adequate basis for
an enforceable contract.

Consideration of an amendment under rule
312 cannot be demanded as a matter of right.
Prosecution of a case should be conducted be-
fore, and thus be complete including editorial
revigion oﬁ the specification and claims at the
time of the Notice of Allowance. However,
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no
substantial amount of additional work on the
part of the Office, they may be considered and,
if proper, entry may be recommended by the
primary examiner,

The requirements of rule 111(¢) (§ 714.02)
with respect to pointing out the patentable
novelty of any claim sought to be added or
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scope of any claim, or that add a claim, the
remarks accompanying the amendment must
fully and eclearly state the reasons on which
reliance is placed to show: (1) why the amend-
ment is needed; (2) why the proposed amended
or-new claims require no additional search or
examination; (3) why the claimsare patentable
and, (4) why they were not earlier presented.

Nor To Be Usep ror CoNTINUED PROSECUTION

Rule 312 was never intended to provide a
way for the continued prosecution of appli-
cation after it has been passed for issue. en
the recommendation is against entry, a detailed
statement of reasons is not necessary in sup-
port of such recommendation. The simple
statement that the proposed claim is not obvi-
ously allowable ami) briefly the reason why is
usually adequate. Where appropriate, any one
of the following reasons 1s considered suffi-
cient: (1) an additional search is required, or
(2) more than a cursory review of the record
is necessary, or (3) the amendment would in-
volve materially added work on the part of the
Office, e.g. checking excessive editorial changes
in the specification or claims.

Where claims added by amendment under
rule 312 are all of the form of dependent claims,
some of the usual reasons for non-entry are less
likely to apply although questions of new mat-
ter, sufliciency of disclosure, or undue multi-
plicity of claims could arise.

See §8 607 and 714.16(c) for additional fee
requirements.

714.16(a)

Amendments Under Rule
312, Copied Patent Claims
[R-21]

See §1101.02(g) for the procedure to be fol-
lowed when an amendment is received after no-
tice of allowance which includes one or more
claims copied or substantially copied from a

patent. L
The entry of the copied patent claims is not

a matter of right. See § 714.19 item (4).
See £8 607 and T14.16(c) for additional fee
reqitirements.

714.16(b) Amendment Under Rule

312 Filed With a Motion

Under Rule 231 [R-21]

Where an amendment filed with a_motion

uiler rule 231 (a) (3) applies to a_case in issue,

the amendment is not entered unless and until
the motion has been granted. See § 1105.03.

Rev. 41, July, 1974

I1f the application was filed on or after Octo-
ber 25. 1965, and the amendment under rule 312
adds claims (total and independent) in excess
of the number greviously paid for, additional
fees are required. The amendment is not con-
sidered by the examiner unless accompanied by
the full fee required. See § 607 and 35 U.S.C. 41.

714.16(d) Amendments Under Rule
312, Handling [R—41]

- AxexpMENTS Nor Uxper ORDER 3311

Amendments under rule 312 are sent by the
Mail and Correspondence Branch to the Patent
Issue Diivision' which, in ‘turn, forwards the
proposed amendment, éle, and drawing (if any)
to the group which allowed the application. In
the event that the class and subeclass in which
the application is classified has been transferred
to another group after the application was al-
lowed. the proposed amendment, file and draw-
ing (if any) are transmitted directly to said
other group and the Patent Issue Division noti-
fied. If the examiner who allowed the applica-
tion iz still employed in the Patent Office but
not in said other group, he may be consulted
about the propriety of the proposed amendment
and given eredit for any time spent in giving it
consideration.

The amendment is PROMPTLY considered
by the examiner who indicates whether or not
its entry is recommended by writing “Enter-
3127, “Do Not Enter” or “Enter In Part”
thereon in red ink in the upper left corner.

If the amendment is favorably considered, it
is entered and a notice of entry (POIL~271) is
prepared. No “Entry Recommended under
Rule 3127 stamp is required on the amendment
or on the notice of entry in view of the use
of formm (POL-271). The primary examiner
indicates his recommendation by stamping and
signing his name on the notice of entry form
(POL-271).

If the examiner’s recommendation is com-
pletely adverse, a report giving the reasons for
non-entry ig typed on the notice of disapproval
(POI~271) and signed by the primary exam-
iner.

The file, drawing, and unmailed notices
are forwarded to the supervisory {)rimm'y ex-
aminer for consideration, approval, and mail-
ing.

For entry-in-part, see § 714.16(e).

The filling out of the appropriate form by
the clerk does not signify that the amendment
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has been admitted; for, though actually en-
tered it is not officially admitted unless and
until approved by the supervisory primary
examiner. ‘ o '
See §§ 607 and 71
requirements, _

%‘et,itions to the Commissioner relating to the
refusal to enter an amendment under rule 312
will be decided by the group director.

4.16(c) for additional fee

AMENDMENTS UxbpeEr Orper 3311

The examiner indicates approval of amend-
ments concerning merely formal matters by
writing “Enter-3311" thereon. Such amend-
ments do not require submission to the super-
visory primary examiner prior to entry. See
§ 714.16. The notice of entry (POL-2T71) 1s date
stamped and mailed by the examining group.
If such amendments are disapproved either in
whole or in part, they are handled like those
not under Order 3311,

714.16(e) Amendments Under Rule
312,EntryinPart [R-21]

The general rule that an amendment cannot
be entered in part and refused in part should
not be mlaxe(}: but when, under rule 312, an
amendment, for example, is proposed contain-
ing a plurality of claims or amendments to
claims, some of which may be entered and some
not, the acceptable claims or amendments
should be entered in the case. If necessary,
the claims should be renumbered to run con-
secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.

The examiner should then submit a report
(POI~271) recommending the entry of the ac-
ceptable portion of the amendment and the non-
entry of the remaining portion together with
his reasons therefore. The eclaims entered
should be indicated by number in this report.

Handling is similar to complete entry of a
rule 312 amendment.

If the application was filed on or after Octo-
ber 25, 1965, entry in part is not recommended
unless the full additional fee required, if
any. accompanies the amendment, See §8 607
and 714.16(c). '

Amendment Filed After the Pe-
riod for Response Has Expired

[R-35]
When an application is not prosecuted

within the period set for response and thereafter
an amendment is filed, such amendment shall

71417

105

714.18

be endorsed on the file wrapper of the applica-
tion, but not formally entered. The examiner
shall immediately notify the applicant, by
form letter POL~327, that the amendment was
not filed within the time period and therefore
cannot be entered and that the application is
abandoned. See § 711.02.

The Patent Office has been receiving an ex-
cessivly large volume of petitions to revive based
primarily on the late filing of amendments and
other responses to official actions. Many of these
petitions indicate that the late filing was due to
unusual mail delays; however, the records gen-
erally show that the filing was only two or three
days late.

In order to alleviate, for applicants and the
Office, the problems and expenditures of time
and effort occasioned by abandonments and peti-
tions to revive, it is suggested that responses to
official action be mailed to the Patent Office at
least one, and preferably two, week(s) prior to
the expiration of the period within which a
response is required. This suggestion is made in
the interest of improving efficiency, thereby
providing better service to the public.

714,18 Entry of Amendments
41]

Amendments are stamped with the date of
their receipt in the group. It is important to
observe the distinction which exists between
the stamp which shows the date of receipt of
the amendment in the group (“Group Date”
stamp) and the stamp bearing the date of re-
ceipt of the amendment by the Office (“Office
Date” stamp). The latter date, placed in the
left-hand corner, should always be referred to
in writing to the applicant with regard to his
amendment.

All amendments received in the clerical sec-
tions are processed and with the applications
delivered to the supervisory primary examiner
for his review and distribution to the examiners.

Every mail delivery should be carefully
screened to remove all amendments responding
to a final action in which a time period is run-
ning against the applicant. Such amendments
should be processed within the next 24 hours.

The purpose of this procedure is to ensure
uniform and prompt treatment by the exam-
iners of all cases where the applicant is await-
ing a reply to a proposed amendment after final
action, By having all of these cases pass over
the supervisory primary examiner’s desk, he
will be made aware of the need for any special
treatment, if the situation so warrants, For
example, the supervisory primary examiner
will know whether or not the examiner in each

[R-
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allowed. Gonsequent , ,
dlmg will continue to be specm ,
cases are returned by the ‘examiners to the

clerical sections.
The amendment or letter i is plawd in the file,

given its number as a paper in the a !pphcatlon,
and its character endorsed on the file wrapper
in red ink.

When several amendments are made in an ap-
plication on the same day no particular order
as to the hour of the receipt or the mailing of
the amendments can be assumed, but considera-
tion of the case must be given as far as pos-
sible as though all the papers ﬁled were a com-
posite single paper.

After entry of the amendment th,e applica-
tion is “up for action.” Tt is placed on the
examiner’s desk, and he is responsible for its
proper disposal. The examiner should imme-
diately inspect the amendment as set forth in
§ 714.05. - After inspection if no immediate or
special action is required, the application awaits
re-examination in regular order.

714.19 List of Amendments, Entry
Denied [R-41]

The following types of amendments are or-
dinarily denied entry:

1. An amendment presenting an unpatent-
able claim, or a claim requiring a new search
or otherwise raising a new issue in a case whose
Egosecutmn before the primary examiner has

en closed, as where

(a) All claims have been allowed,

(b) All claims have been finally rejected (for
exceptions see §§ 714.12, 714.13, and 714.20(4)),

(¢) Some claims allowed and remainder
finally rejected. See §§ 714.12 to 714.14.

2. Substitute specification that has not been
required and is not needed. See rule 125,
§§ 608.01(q) and 714.20. If the examiner ap-
proves, it may be entered.

3. A patent claim suggested by the exam-
iner and not presented within the time limit
set or a reasonable extension thereof, unless
entry is authorized by the C’ommx%mner See
§ 1101.02(f).

4. While copied patent claims are generally
admitted even though the case is under final
rejection or on appeal, under certain condi-
tions, the claims may be refused entry. See
£ 1101.02(g).

Rev, 41, July, 1974

after the expiration of the. tatutory ?ermd or

“set time limit for response. d§ T14.1

7. An amendment so Worde that it cannot
be entered with certain accuracy. See § 714.23.
8 An amendment cancelhn ~all of the

t in & case no longer within
the examiner’s. jurisdiction with certain excep-
tions in applications in issue, except on approval
of the Commissioner. See § 714.16. ,

10. Amendments to the drawing held by the
examiner to contain new matter are not en-
tered until the question of new matter is set-
tled. This practice of non-entry because of
alleged new matter, however, does not apply
in the case of amendments to the speclﬁcatlon
and claims.

11. An amendatory paper contmmnn- obJec-
tionable remarks that, in the oplmon of the
exammer, brings it mthm the condemnation
of rule 3, will be submitted to the Commissioner
with a view toward its being returned to appli-
cant. See § 714.25.

12. Amendments not ‘in permanent ink.
Amendments on so-called “easily erasable
paper.” See § 714.07.

13. In an application filed before October 25,
1965, an amendment filed before the first ac-
tion increasing the number of claims when the
total of claims would be in excess of those sup-
ported by the filing fee. See § 714.10.

14. In an application filed on or after October
25,1965, an amendment presenting claims (total
and independent) in excess of the number pre-
viously paid for, and

(a) not accompanied by any portion of the
fee required, or

(b) pricr to the first Office action or not in
response to an Office action, and not accom-
panied by the full fee required, or

(c) the authorization for a charge against a
Deposit Account is not in the form of a separate
paper (2 copies).

15. Examiners will not cancel claims on the
basis of an amendment which argues for certain
claims and, alternatively, purports to author-
ize their cancellation by the examiner if other
cgaims are allowed, in re Willingham, 127 USPQ

11.

While amendments falling within any of the
foregoing categories should not be entered by
the examiner at the time of filing, a subsequent
showing by applicant may lead to entry of the

amendment.




714.20 List of Amendments Entered in

~ Part [R-32]

To avoid confusion of the record the general

hould not be

rule prevails that an amendment sl

entered in part. As in the case of

f most other

rules. the strict observance of its letter may
sometimes work more harm than would result

from its infraction, especially if

the amend-

ment in question is received at or near the end

of the period for response. Thus,

(1) An “amendment” presenting an un-
called-for and unnecessary substitute specifica-
tion along with amendatory matter, as smend-

ments to claims or new claims,

should be

entered in part, rather than refused entry in
toto. The substitute specification should be
denied entrv and so marked. while the rest of

the paper should be entered. The
amended is acted on when reached

the applicant being advised that the substitute
specification has not been required and is not
necessary and therefore has not been entered,

case as thus
in Its turn,

106.1

and that any desired changes in the original
specification must be made by specific amend-
ments. See also rule 125, and § 608.01(q).

It may be noted in this connection, however,

 that the fact that a substitute specification, in

the opinion of the examiner, contains new mat-
ter is not in itself a proper reason for refusing
entry thereof.

(2} An amendment under rule 312, which
in part is approved and in other part disap-
proved, is entered only as to the approved
part. See § 714.16(e).

{3y In a case having some claims allowed
and others finally rejected, where an amend-
ment is received at or near the close of the
period for response cancelling the finally re-
jected claims and presenting one or more new

ones which the examiner cannot allow, the

amendment, after the period for response has

ended. is entered to the extent only of cancelling
the finally rejected claims. Of course, if any of
the new claims were, in the examiner’s opin-

Rev., 41, July, 1974



ion, patents ,
The applicant 3s notified that the new claims
which. are held unpatentable have not been
admitted, and at the same time the case 1s
passed for issue. This procedure applies only
whereth'erehasbeenndapf)qal. L :
(4) Where all of the claims are under final
rejection and the amendment cancels these
claims and presents new ones, only some of
which are deemed allowable by the examiner,
the same practice is followed as indicated in
1 has been taken. .

3), assuming no a
( 25) In azgse haemg all claims allowed and

some formal defect noted, where an amend-
ment is presented at or near the close of the
statutory period curing the defect and adding
one or more claims some or all of which are
in the epinion of the examiner not patentable,
or will require a further search, the procedure
indicated in (3) is followed. After the statu-
tory period has ended, the amendment in such
a case will be entereé only as to the formal
matter and to any of the newlg presented
claims that may be deemed patentable.

(6) In an amendment accompanying a2 mo-
tion granted only in part, the amendment 1s en-
tered only to the extent that the motion was
granted. See § 1108. )

Note: The examiner writes “Enter” in ink
and his initials in the left margin opposite the
enterable portions. [R-22]

714.21 Amendments Inadvertently En-
tered, No Legal Effect [R-22]

If the clerk inadvertently enters an amend-
ment when it should not have been entered,
such entry is of no legal effect, and the same
action is taken as if the changes had not been
actually made, inasmuch as they have not been
legally made. Unless such unauthorized entry
is deleted, suitable notation should be made on
the margin of the amendatory paper, as “Not
Officially Entered”.

If it isto be retained in the file an amendatory
paper, even though not entered, should he given
a paper number and listed on the file wrapper
with the notation “Not Entered”. See Rule 3
and §714.25, for an instance of a paper which
may be returned.

714.22 Entry of Amendments, Direc-
tions for [R-35]

Rule 121, Manner of making amendments, (a) Era-
siires, additions, insertions, or alterations of the Office
file of papers and records must not be physically
entered by the applicant. Amendments to the applica-
tion (excluding the claims) are made by Bling 8 paper
(which should eonform to rule 52), directing or re-

107

714.23

amendments be made. The ex-

stricken out or inserted by said
mendmen pecified and the precise point
indicated where the deletion or insertion is to be made.

(B) Except as otherwise provided herein, a particu-
lar claim may be amended only by directions to cancel
or by rewriting such claim with underlining below the
word or words added and brackets around the word or
words deleted. The rewriting of a ciaim-in this form
will 'be construed as directing 'the: cancellation of the
original ‘claim; however, the original {claim anumber
followed by the:parenthetical word “amended” must
be used for the rewritten claim. If a previously re-
written claim is rewritten; underlining and bracketing
will be applied in reference to the previously rewritten
claim with the parenthetical expression “twice
amended,” “three times'amended,” ete., following the
original claim number;+ @ <% 1 :

{e) A particular claim may be amended in the man-
ner indicated for ‘the application in‘paragraph (a) of
this rule to the extent of ‘corrections in spelling, punc-
tuation, and’ typographical ‘errors. ‘Additional amend-
ments in this manner will be admitted provided the
changes are limited to (1) deletions and/or (2) the
addition of no more than five words in any one claim.
Any amendment submitted with instructions to amend
particular claims but failing to conform to.the provi-
sions of paragraphs (b) and (c¢):of this rule may be
considered non-responsive and treated accordingly

{d) Where underlining or brackets are intended to
appear in the printed patent or are properly part of the
claimed material and not intended as symbolic of
changes in the particular claim, amendment by rewrit-
ing in accordance with paragraph (b) of this rule shall
be prohibited. .

(e) In reissue applications, both the descriptive por-
tion and the claims are to be amended as specified in
paragraph (a) of this rule.

The term “brackets” set forth in rule 121
means angular brackets, thus: [ ]. It does
not encompass and is to be distinguished from
parentheses ( ). Any amendment using pa-
rentheses to indicate canceled matter in a claim
rewritten under rule 121(b) may be held non-
responsive in accordance with rule 121(c).

Where, by amendment under rule 121(b), a
dependent claim is rewritten to be in inde-

sndent form, the subject matter from the prior
independent c¢inim should be considered to be
“added” matter and should be underlined.

714.23 Entry of Amendments, Direc-
tions for, Defective [R-22]

The directions for the entry of an amend-
ment may be defective, as, inaccuracy in the
line designated, or lack of precision where the
word to which the amendment is directed oc-
curs more than once in the specified line, If it
is clear from the context what is the correct

Rev, 85, Jan. 1973




properly e:
and notation thereof, nltlale i
aminer, who will assume full respon=1b1] ,

the change, will be made on the margin of.
amendatory paper. - In the next Office. action
the applicant should be informed of this altera-

tion 1n his amendatory paper and the entry of
the amendment as thus amended. He will also
be informed of the nonentry of an amendment
where defective directions and context leave
doubt as to the mtent of appllcant :

71424 Amendment of Amendment

~ [R-25] |

Rule 124 Amendmat of amendmentc Wheh an
amendatory clause is to be amended, it should. be

wholly rewritten and the original insertion canceled,
%o that no .interlineations or deletions shall appear. in
the :clause -as finally presented. -Matter canceled by
amendment can be reipstated only by a subsequent
amendment presenting the canceled matter as a new
ingertion.

However, where a relatively small amend-
ment to a previous amendment can be made
eaclly without causing the amendatory matter
to be obscure or difficult to follow, such small
amendment should be entered.

714.25 Discourtesy of Apnlicant or At-
torney [R-25]

Rule 8. Business to be conducted 17ith decorum and
ecourtesy. Applicants apd thelr attorneys or agents
are required to conduct their business with the Patent
Office with decorum and courtesy. Papers presented
in violation of this requirement will be submitted to
the Commissioner and will be returned by his direct
order. Complaints against examiners and other em-
ployees must be made in communications separate
from other papers.

All papers received in the Patent Office should
he briefly reviewed by the clerk, before entry.
sufficiently to determine whether any discourte-

ous remarks appear therein.
If the nttomey is discourteous in the remarks

or arguments in his amendment, either the dis-
courtesy should be entirely ignored or the
paper submitted to the group director with a
view toward its being returned.

715 Swearing Back of Reference-Affi-
davit or Declaration Under Rule
131 [R-25]

Rule 131. Afidavit or declaration of prior invention (o
orercome ofted patent oy publication. (a) When any

Rev, 35, Jan. 1973

or on refer-
] publxcation,

facts showmg a completion of the invention m this
country - before -the filing date of the apphcatxon on
which the :domestic patent issued,.or before the date of
the foreign:patent,-or before the date of the printed
publication, then the patent .or publication cited shall
not bar‘the grant of -a patent to the applicant, unless
the date of such ‘patent or printed publication be more
than one year prlor to the dwte on which the apphcatnon
was ﬁled in this countrv :

(b) ‘The' sbowlng of facts shall be such, ‘in'charac-
ter and welght ‘as to ‘establish reduction: to ‘practice
prior to the effective date of the reference,; or concep-
tion of the Inventlon prior to the effective date of ‘the
reference coupled with due’ dlligence from said date to

subsequent reductlon ‘to pract!ce or ‘to the’ ﬂ!i.ng of
the applicatlon Original exhlblts of drawings or rec-
ords, or photocopies thereof must accompany and form
part of the affidavit or declamtlon or their absence
satisfactorily explained.

Any printed publication dated prior to an
applicant’s effective filing date, or any domestic
patent of prior filing date, which is in its dis-
closure pertinent to the claimed invention, is
available for use by the examiner as a reference,
either basic or auxiliary, in the rejection of the
claims of the ap lication,

Such a rejection may be overcome, in certain
instances noted below, by applicant’s filing of
an affidavit or declaration under rule 131, known
as “swearing back” of the reference.

Affidavits or declarations under rule 131 may
be used:

(1) Where the date of the foreign patent or
that of the publication is less than one year
prior to applicant’s effective filing date.

(2) Where the reference, a U.S. Patent, with
a patent date less than one year prior to appli-
cant’s effective filing date, shows but does not
claim the invention.

An affidavit or declaration under rule 131 is
not appropriate in the following situations:

(1) Where reference publication date is
more than one year back of applicant’s effective
filing date, Such a reference is a “statutory
bar”,

(2) Where the reference U.S. patent claims
the invention. See § 1101.02(a).

(3) Where rcfcronce is a foreigm patent for
the same invention to applicant or his legal
representatives or assigns issued prior to the
filing date of the domestic application on an

108
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application filed more than twelve months prior
to the filing date of the domestic application.

(4) Where the effective filing date of appli-
cant’s parent application or an International
Convention proved filing date is prior to the
effective date of the reference, affidavit or
declaration under 37 CFR 1.131 is unnecessary
because the reference is not used. See §§ 201.11
to 201.15. .

(5) Where the reference is a prior U.S. pat-
ent to the same entity, claiming the same inven-
tion, the %uestion involved is one of “double
patenting.’

(6) W%:ere the reference is the disclosure of
a prior U.S. patent to the same party, not co-
pending, the question is one of dedication to
the public. Note however In re Gibbs and
Griffin, 168 USPQ 578 (CCPA 1971) which sub-
stantially did away with the doctrine of dedi-
cation.

Should it be established that the portion of
the patent disclosure relied on as the reference
was introduced into the patent application by
amendment and as such was new matter, the
date to be overcome by the affidavit or declara-
tion is the date of the amendment. In re Willien
et al,, 1935 C.D. 229; 24 USPQ 210.

It should be kept in mind that it is the re-
jection that is withdrawn and not the refer-
ence.

108.1

715.01(a)

Reference Claims Foreign Fil-
ing Date [R-22]

The effective date of a United States Patent
for use as a prior art reference is not affected
by the foreign filing date to which the patentee
may be entitled under 35 U.S5.C. 119. In re

715.01

Hilmer, 833 O.G. 13, 149 USPQ 480 (CCPA
1966) ; Lily et al. v. Brenner, 153 USPQ 95

(C.A.D.C.1967). The reference patent is effec-
tive as of the date the application for it was filed
in the United States (35 U.S.C. 102(e) and
103). Hazeltine Research, Inc. et al. v. Bren-
ner, 824 O.G. 8; 147 USPQ 429; 382 U.S. 252
(U.S. Supreme Court 1965).

715.01(a) Reference a Joint Patent to
Applicant and Another
[R-25]

When subject matter disclosed but not
claimed in a patent issued jointly to S and an-
other is claimed in a later application filed by
S, the joint patent is a valid reference unless
overcoiie by affidavit or declaration under 37
CFR 1.131. In re Strain, 1951 C.D. 252; 89
USPQ 156; 38 CCPA 933. Disclaimer by the
other patentee should not be required. But see
§ 201.06.
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The mere fact that the reference paf&m which
shows but does not claim certain subject matter
and the application which claims it are owned
by the same assignee does not avoid the neces-
sity of filing an affidavit or declaration under

fe 131, The commion assignee does not obtain
any rights in this regard by virtue of common
ownership which he would not have in the ab-
sence of common ownership. In're Beck et al,,
1946 C.D, 398; 390 O.G. 357 ; Pierce v. Watﬂon,
124 USPQ 856; In re F r1lefﬁse1 and Weisz, 162

USPQ, 163.

715 01(c) Reference Is Publieation of
~_Applicant’s Own Inventlon
-~ [R-29] '

Unless it is a statutory bar, a.re eetmn on a
publication may be overcome by a showing that
it was published either by applicant himself or
in his behalf, Ex parte Lemieux, 1957 C.D. 47;
725 0.G. 4; Ex parte Powell et al., 1938 C. D
15; 489 O. G 231

\«Vhen the unclaimed subject matter of a
patent is applicant’s own invention, a rejection
on that patent may be removed by the patentee
filing an affidavit establishing the fact that he
derived his knowledge of the relevant subject
matter from apphcant Moreover, applicant
must further show that he himself made the
invention upon which the relevant disclosure
in the patent is based. In re Mathews, 161
USPQ 276; 56 CCPA 1033, In re Facius, 161
USPQ 294; 56 CCPA 1348, See also  201.06.

Co-ATTHORSHIP

Where the applicant is one of the eo-authors
of a publication, cited against his application,
he is not required to file an affidavit or declara-
tion under rule 131, The publication may be
removed as a.reference by filing a disclaiming
affidavit or declaration of the other anthors, Ex
parte Hirschler, 110 USPQ 584,

715.02 General Rule as to Generie
Claims [R-22]

A reference applied against generic elaims
may (in most eases) be antedated as to such
c}«um% by an affidavit or declaration under rule

31 @hammg’ ecompletion of the invention of only
a wxgiw species, within the genus, prior to the
effective date of the reference (assuming, of

109

715.05

course, t%mt the reference is not a statutory bar
ent claiming the same invention). See,
5 5 for practlce *'elatwe to cheml-

715 03 Practlce Relatwe to Chemlcal
' Cases [R-34]

In chemical cases, where generic claims have
been rejected on a reference which discloses o
species not antedated by the affidavit or declara-
tion, the rejection will not ordinarily be with-
drawn unless the applicant is able to establish
that he was in possession of the generic inven-
tion prier to the effective date of the reference.
In other words, the aflidavit or declaration un-
der rule 131 must show as much as the mini-
mum-diselosure required by a patent specifica-
tion to furnish support for a'generic claim.

#The principle 1s well established in chemical
cases, and in cases involving compositions of
matter, that the disclosure of a speciesin a cited
reference is sufficient to prevent a later appli-
cant from obtaining generic claim.” In re
Steenbock, 1936 C.D. 594; 478 O.G. 495.

Where the only pertinent disclosure in the
reference is a single species, which species is
antedated by the affidavit or declaration, the
reference is overcome. In re Stempel, 1957 C.D.
200; 717 O.G. 886.

Margusa Tyepe Cramm

Where 2 claim reciting a Markush group is
rejected on a reference disclosing but not claim-
inga ww ific member of the group, the reference
cannot be avoided by an aflidavit or declaration
under rule 131 showing different members of

the group.

715.04 Who May Make Affidavit or
Declaration [R-22]

A. The Inventor.

: of two ]omt inventors is accepted
where suitable exeuse is given for failure of the
other applicant to sign. In re Carlson et al, 1936
C.D.95: 462 O.G. 479.

C. Ti n’: Assignee or other party in interest
when it is not possible to produce the aflidavit
or deciaration of the inventor, Ex parte Foster,
1905 C.I 2155 105 O0.G. 261,

Patent Claiming Same Inven-
tion [R-29]

When the reference in question is a non-
commonly owned patent claiming the same in-

715.05
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y, if any, must be by way of rule 204 ;

of rule 131. The examiner should therefore take

o
TION. If the patent is claimin
vention as the application, this fact should be
noted in the Office action. = The reference patent
can then be overcome only by way of interfer-
ence. Note, however, 35 U.S.C. 135, § 1101.02

715.07 /Facts; ‘and Doetunentary { Evn-

" 'The essential thing to be shown under rule
131 is priority of invention and this may be
done by any satisfactory evidence of the fact.
FACTS, not conclusions, must be alleged, and
they must be shown by evidence in the form of
exhibits accompanying the affidavit or declara-
tion. Each exhibit relied upon should be specifi-
cally referred to in the aﬂfdavit or declaration,
in terms of what it is relied upon to show. For
exmrégle, the allegations of fact might be sup-
po by submitting as evidence one or more of
the following:

(1) attac{fed sketches;

(2) attached blueprints;

(3) attached photographs;

(4) attached reproductions of notebook
entries; ,

(5) an accompanying model;

(6) attached supporting statements by wit-
nesses, where verbal disclosures are the evidence
relied upon.

If the dates of the exhibits have heen removed
or blocked off, the matter of dates can be taken
care of in the body of the oath or declaration.

The dates in the oath or declaration may be
the actual dates or, if the applicant does not
desire to disclose his actual dates, he may merely
allege that the acts referred to occurred prior
to a specified date.

A %eneral allegation that the invention was
completed prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 C.D.
23; 23 0.G. 1224,

“If the applicant made sketches he should so
state, and produce and describe them; if the
sketches were made and Jost, and their contents
remembered, they should be reproduced and
furnished in place of the originals. The same
course should be pursued if the disclosure was
by means of models. If neither sketches nor
models are relied upon, but it is elaimed that
verbal disclosures, sufficiently clear to indicate
definite conception of the invention, were made

Bev. 42, Oet. 1974

enti
D.109;
aflidavit

bits 1n. support thereof as are
how conception and completion of
. THIS COUNTRY, at least the
ing at.a date prior to the effective
e of the reference. Where there has not been
reduction to practice prior.to the.date of the
reference, ; the . ‘applicant. must also show
diligenee in the completion of his invention
from a time just prior to.the date of the refer-
ence continuously up to the date of an actual
reduction tc practice or up to the date of filing
his application (filing constitutes a constructive
e i beidit
‘“/Aeonception of an’invention, though evi-
denced by disclosure, drawings, and even a
model, is not a complete invention under the
patent laws, and confers no rights on an inven-
tor, and has no effect on a subsequently granted
patent to another, UNLESS HE FOLLOWS
IT WITH REASONABLE DILIGENCE
BY SOME OTHER ACT, such as an actual
reduction to practice or filing an application for
a patent. Automatic Weighing Mach. Co. v.
Pneumatic Scale Corp., Limited, 1909 C.D. 498;
139 O.G. 991.

Conception is the mental part of the inven-
tive act, but it must be capable of proof, as by
drawings, complete disclosure to another per-
son, ete. In Mergenthaler v. Scudder, 1897 C.D.
724; 81 O.G. 1417, it was established that con-
ception is more than a mere vague idea of how
to solve a problem; the means themselves and
their interaction must be comprehended also.

The facts to be established under rule 131
are similar to those to be proved in interfer-
ence. The difference lies in the way in which
the evidence is presented. If applicant disagrees
with a holding that the facts are insufficient to
overcome the rejection, his remedy is by appeal
from the continued rejection.

Disclosure Documents (§ 1706) may be used as
documentary evidence.

715.07(a) Diligence [R-22]

Where conception occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enongh merely to allege that ap-
plicant had been diligent. Ex parto Hunter,
1889 C.D. 218; 49 0.G, 733. ]

What is meant by diligence is brought out in
Christie v. Seybold, 1893 C.D. 515; 64 O.G.
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a | :
diligen_ég_’f he meaning of the patent lay
when he is doing nothing, if his lack of activity
isexcased. .
Note, however, that only ,,dili%mm before re-
duction to practice is a material consideration.
The “lapse of time between the completion or
reduction to practice of an invention and the
filing of an application thereon” (Ex parte
Merz, 75 USPQ 296) is not relevant to a rule
131 affidavit or declaration,

715.07(b) Interference Testimony
| ~ Sometimes Used [R-25]
In place of an afidavit or declaration the

testimony of the applicant in an interference

may be sometimes used to antedate a reference

in lieu of s rule 131 affidavit or declaration.
The part of the testimony to form the basis

of priority over the reference should be pointed

o;é;. Ex parte Bowyer, 1939 C.D. 5; 42 USPQ

526.

715.07(¢) Acts Relied Upon Must
Have Been Carried Out in

This Country [R-44]

The affidavit or declaration must contain an
allegation that the acts relied upon to establish
the date prior to the reference were carried out

in this country. See 35 U.S.C. 104.
85 U.B.C. § 104. Invention made abroad. In proceed-

=p=ings in the Patent and Trademark Office and in the

courts, an applicant for a patent, or a patestee, may
not establish a date of invention by reference to knowl-
edge or use thereof, or other aectivity with respect
thereto, in a foreign country, except as provided in sec-
tion 119 of this title. Where an invention was made by
a person, civii or military, while domiciled in the
United States and serving in a foreign country in con-
nection with operations by or on behalf of the United
States, he shall be entitied to the same rights of prior-
ity with respect to suech invention as if the same had
been made in the United States.

715.07(d) Disposition of Exhibits
[R-34]

Exhibits, such as those filed as part of an
affidavit or declaration under rule 131, that are
too bulky to be placed in the application file are
retained in the examining group until the case
is finaliy disposed of. When the caze goes to
issie (or abandonment) the exhibits are sent
to the Supply and Receiving Section. notation to
this effect being made on the margin of the
affidavit or declaration. See § 608.03(a).

111

 The question of sufficiency of affidavits or
declarations under. rule 131 should be reviewed
and decided by a primary examiner.
Review of questions of formal suffici
propriety are by petition to the Commissioner.
Such petitions are answered by the group
directors. (§ 1002.02(c), item 4(e))

Review on the merits of a rule 131 affidavit or
declaration is to the Board of Appeals.

715.09 Seasonable Presentation
{R-25}

Affidavits or declarations under rule 131 must
be timely presented in order to be admitted. Affi-
davits and declarations submitted prior toa final
rejection are considered timely. = ,

“'An affidavit or declaration presented with a
first response after final rejection for the pur-
pose of overcoming a new ground of rejection or
requirement made in the final rejection 1s
entered and considered without a showing under
rule 116(b). No other affidavit or declaration
under rule 131 presented after final rejection
will be considered unless a satisfactory showing
is made under rule 116(b) or 195.

All admitted affidavits and declarations are
acknowledged and commented upon by the
examiner in his next succeeding action.

For affidavits or declarations under rule 131
filed after appeal see rule 195 and § 1212.

716 Affidavits or Declarations Travers-
ing Rejections, Rule 132 [R-25]

Rule 182 Apfidavits or declarations (traversing
grounds of rejection. When any claim of an application
is rejected on reference to a domestic patent which sub-
stantially shows or describes but does not claim the
invention, or on reference to a foreign patent, or to a
printed publication, or to facts within the personal
knowledge of an employee of the Office, or when re-
jected upon a mode or capability of operation attributed
to a reference, or because the alleged invention is held
to be inoperative or lacking in utility, or frivolous or in-
jurious to public health or morals, affidavits or declara-
tions traversing these references or objections may be

recefved.

NOTE THAT RULE 132 IS NOT APPLI-
CABLE TO A REJECTION BASED ON A
U.S. PATENT WHICH CLAIMS THE RE-
JECTED INVENTION.

It is the responsibility of the primary ex-
aminer to personally review and decide whether
affidavits or declarations submitted under rule
132 for the purpose of traversing grounds of

Rev, 44, Apr. 1970
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Affidavits and déclamtions
final rejection are conside

e 116(b 95.

affidavits and declarations are

cknowledged and commented upon by the
examiner i his next succeeding action.

The following criteria are applicable to all
affidavits or declarations submitted under
rule 132: ; ; -

(1) Affidavits or declarations must be timely
or seasonably filed to be entitled to considera-
tion. In re Rothermel et al,, 1960 C.D. 204; 125
USPQ 328. Affidavits or declarations not timely
filed must meet the requirements of rule 195.

(2) Affidavits or declarations must set forth
facts, not merely conclusions, In re Pike et al.,
1950 C.D. 105: 84 USPQ 235. The facts pre-
sented in the affidavits or declarations must be
pertinent to the rejection. In re Renstrom, 1949
C.D. 306; 81 USPQ 390. Otherwise, the affi-
davits or declarations have no probative value.

(3) Affidavits or declarations should be
scrutinized clogely and the faets presented
weighed with care. The affiant’s or declarant’s
interest is a factor which may be considered,
but the affidavit or declaration eannot be disre-
garded solely for that reason. In re McKenna
et al, 1953 C.D. 251; 97 USPQ 548; 203 F.2d
717; Bullard & Co. v. Coe, 1945 C.D. 13; 64
USPQ 359; 147 F.2d 568.

Rule 132 affidavits or declarations may be
classified in five groups, and such affidavits or
declarations must conform, in addition, to the
established criteria and standards for the group
into which they fall. These groups and the
applicable standards are :

Rev. 44, Apre. 1975

y identical (not

f the reference. In re Tatin-
8 USPQ 125; 43 CCPA

d declarations

should be explained—in re Finley, 1949 C.D.
284 81 USPQ 383;36 CCPA 999 and if not ex-
ylail uld be noted and evaluated, and if
io] be required. In
'126 USPQ 281;
e affidavits or

pecification are controlling. Abbott v. Coe,
1940 C.D. 13; 109 F.2d 449. In re Rossi, 1957
C.D. 130; 112 USPQ 479; 44 CCPA 750. Ad-
vantages not disclosed carry little or no weight
in establishing patentability.

Affidavits or declarations setting forth ad-
vantages and asserting that despite familiarity
with the art, the claimed subject matter was not
obvious to affiants or declarants, do not afford
evidence of non-obviousness, where the advan-
tages relied upon are merely those which would
result from following the teaching of the prior
art. In re Henrich, 1959 C.D. 353; 122 USPQ
388; 46 CCPA 933. g

2. OPERABILITY OF APPLICANT’S DISCLOSURE

Since it is the examiner’s duty to pass upon
the operativeness of any invention which he is
called upon to examine he is free to express
his opinion on that question so long as he
gives reasons for his holding with clarity and
completeness. Therefore, he need not support
every rejection on inoperativeness with refer-
ences, affidavits or declarations. In re Quattle-
baum, 84 USPQ 383.

Affidavits or declarations attempting to show
that the structure deemed inoperative was seen
in operation by persons who vouch for its op-
erability, are insufficient. In re Perrigo, 1931
C.D. 512, 48 F.2d 965.

Where the invention involved is of such a
nature that it cannot be tested by known sci-
entific principles, theoretical arguments in af-
fidavit or declaration form are unacceptable,
and the only satisfactory manner of overcoming
the rejection is to demonstrate the operability




EXAMINATION OF APPLICATIONS 716

by construction and operation of the invention.  cludes the presumption of operability—Metro-
Buck v. Ooms, 1947 C.D. 33; 72 USPQ 211; 159  politan Eng. Co. v. Coe, 1935 C.D. 54; 78 F.2d
F.2d 462. In re Chilowsky, 1956 C.D. 155; 108  199. Examiners should not express any opinion
USPQ 321; 43 CCPA 775. on the operability of a patent. Therefore af-
s I R fidavits or declarations attacking the operability

» +NOPERABILITY OF IEFERENCES of a patent cited as a reference, though entitled
to consideration, should be treated, not as con-

Since every patent is presumed valid (35 :
U.S.C. 282), and since that presumption in-  clusive of the factual matter presented, but
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rather as an expression of opinion by an expe
in the art. In re Berry, 137 USPQ 853
CCPA 1196. See also In re Lurelle Guild, 195
C.D. 310; 98 USPQ 68. Opinion aflidavits or
declarations need not be given any weight. In re
Pierce, 1930 C.D. 34; 35 F.2d 781; In re Reid;
1950 C.D. 194; 84 USPQ 478. , '

Further, since in a patent it is presumed that
a process if used by one skilled in the art will
produce the product or result deseribed therein,
such presumption is not overcome by a mere
showing that it is possible to operate within
the disclosure ‘without: obtaining the alleged
product. It is to be presumed also that skilled
workers would as a matter of course, if they
de not immediately obtair: desired results, make
certain experiments and adaptations, within
the skill of the competent worker. The fail-
ures of experimenters who have no interest in
succeeding should not be accorded great weight.
Bullard v. Coe, 1945 C.D. 13; 64 USPQ 359:
In re Michalek, 1947 C.I). 458: 74 USPQ 107;
34 CCPA 1124: In re Reid, 1950 C.D. 194; 84
USPQ 478; 37 CCPA 834. j

Where the affidavit or declaration presented
asserts inoperability in some features of the
patent as to which it was not relied upon, the
matter is of no concern. In re Wagner, 1939
C.D. 581; 26 CCPA 1193: 103 F.2d 414.

Where the affidavit or declaration asserts in-
operability of the process disclosed in the refer-
ence for producing the claimed product, which
product 1s fully disclosed in the reference, the
matter is of no concern. In re Attwood, 1958
C.D. 204; 117 USPQ 184: 45 CCPA 824.

Where the affidavit or declaration presented
asserts that the reference relied upon is inopera-
tive, it is elementary that the claims presented
by applicant must distinguish from the alleged
inoperative reference disclosure: therefore the
matter is of no concern. In re Crecelius, 1937
C.D. 112; 24 CCPA 71%: 86 F.2d 399: In re
Perrine, 1940 C.D. 465: 27 CCPA 1127; 111
F.2d 177: Inre Croshy. 1947 C.D.35; 71 USPQ
73; 34 CCPA 701.

Affidavit or declaration by patentee that he
did not intend his device to be used as claimed
by applicant is immaterial. In re Pio, 1955 C.D.
595 104 USPQ 177 42 CCPA 746.

4, CoMMerctal, SUCCESS

Affidavits or declarations submitting evidence
of commercial success can have no bearing in a
ease where the patentability over the prior art
is not in doubt. In re Jewett et al, 1957 C.D.
420 115 USPQ 154247 F.2d 955 : Tn re Trout-
man, 1960 C.D. 30%; 126 UUSPQ 565 47 CCPA
08,

Affidavits or declarations showing commercial
suceess of a structure not related to the claimed

matter has neither significance nor

stinence. In re Kulieke, 1960 C.D. 281; 125

 USPQ 578; 47 CCPA 943, ,

~ Affidavits or declarations attribute commer-

elal success to the invention “described and

claimed” or other equivalent indefinite language
have little or no evidenciary value. In re Trout-
man, 1960 C.D. 308; 126 USPQ 56; 47 CCPA
')68. : ‘

““Where affidavits or declarations show com-
mercial success it must appear that such success
resulted from the invention as claimed. In re
Hollingsworth, 1958 C.D. 210; 117 USPQ 182;
45 CCPA 830. Otherwise the affidavit or decla-
ration showing is non-pertinent.

5. SUFFICIENCY OF DISCLOSURE

Affidavits or declarations presented to show
that the disclosure of an appiication is sufficient
to one skilled in the art are not acceptable to
establish facts which the specification itself
should recite. In re Smyth, 1951 C.D. 449; 90
USPQ 106; 38 CCPA 1130.

Affidavits or declarations purporting to ex-
plain the disclosure or to interpret the disclosure
of a pending application are usually not consid-
ered. In re Oppenauer, 1944 C.D. 587; 62 USPQ
297; 31 CCPA 1248.

717 File Wrapper

717.01 Papers in File Wrapper

[R-22]

Full details for processing file wrapper papers
are given in the Manual of Clerical Procedures.
Papers that do not become a permanent part of
the record should not be entered on the “Con-
tents” of the file wrapper. No paper legally
entered on the “Contents” should ever be with-
drawn or returned to applicant without special
authority of the Commissioner. Certain oaths
executed abroad are returned but a copy is re-
tained in the file. See § 604.04(a).

717.01(a) Arrangement of Papers in
File Wrapper [R-40]

Until revision for allowance, the specifica-
tion, amendments and all other communications
from applicant are fastened to the left side (cen-
ter fold) of the file wrapper. They are in in-
verse chronological order; that is, the commu-
nieation with the latest “Mail Roon” date is on
top. A similar arrangement is followed on the
right side, where Office actions and other com-
munications from the Office arc fastened, ex-
cept, that the print is always kept on top for
the convenience of the examiner.

Rev. 40, Apr. 1974
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717.01(b)

. Where amendments are submitted in dupli
cate, the carbon copy is destroyed except where
the duplicate is received within the time pe-
riod for response and the original is late. In
this latier situation both copies are placed in
the file. The “original” (ribbon copy) is en-
tered with reference made to the carbon copy.

At allowance, only those papers required by
the printer are placed in the left side (center
section) of the file wrapper.

The use of return self-addressed post cards
as a receipt is covered in § 508.

717.01(b) Prints [R-40]

The prints of the drawing are fastened in-
side the file wrapper by the Customer Services
Division. A paper number is assigned by the
clerk of the group.

The white paper prints shall always be kept
on top of the papers on the right of the file
wrapper.

All prints and inked sketches subsequently
filed to be part of the record should be en-
dorsed with the date of their receipt in the
office and given their appropriate paper num-
ber. Note § 608.02(m).

717.02 Data Entered on File Wrapper
[R-37]

See also §§ 707.10, T17.01.

If the examiner notices an error in any of
the data originally entered on the file wrap-
per, he should have it corrected by the Appli-
cation Division.
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__If an error is noticed in the name or ad-
dress of the assignee, it should be corrected by
the Assignment Division.

- All of the above entries are either typed or
made in black ink.  Such changes by amend-
ment as change of address or of attorney are
entered in red ink by the clerk of the group,
the segriginal entry being canceled but not
erased. :

717.02(b) Name or Residence of In-
' ventor or Title Changed
[R-37]

The distinction between “residence” and Post
Office address should not be lost sight of.

Section 605.04(c) explains the procedure to be
followed concerning sending the application to
the Assignment Division and the Kpplication
Division when applicant changes name.

Unless specifically requested by applicant,
the residence will not be changed on the file.
For example, if a new oath gives a different
residence from the original, the file will not
be changed.

717.03 Classification During Examina-
tion [R-40]

When a new case is received in an examin-
ing group, the classification of the case and the
initials or name of the examiner who will ex-
amine it or other assigned docket designation
are noted in pencil in the upper lefthand corner
of the first sheet of the “heavy paper” (pink or
buff} print and in the designated spaces on the
file wrapper. These notations should be kept
current.
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hou, cept up.
dax of all claims,

) W o the claim
in 11} , he adjacent
column should be used for the entry of the final
numbermg of the allowed claims. ,

sendent claims should be deszgllllated in
the In ex. of Claims by enmrc:hng e claim

number in red mk

origi
ink sh ,

sponding claim added
by each amendment. Just outside the Index of
Claims form op site the number correspond-
ing to the first claim of each amendment there
should be placed the letter designating the
amendment.

Tf the claims are amended in rewritten form
under rule 121(b), the original claim number
should not be stricken from the Index of Claims
but & notation should be made in red ink in the
margin to the left of the original claim number,
ie. “Ainend. 17; ; if the claim is rewritten a sec-
ond time, “Amend. 1”7 should be changed by
striking out “1” and inserting #2" aboxe it.

As any claim is canceled a line in red ink
should be drawn through its number.

A space is prowded for completion by the
examiner to indicate the date and type of each
Office action together with the resulting status
of each claim. A list of codes for identifying
each tyvpe of Office action appears below the
Index. At the time of allowance, the examiner
places the final patent claim numbers in the
column marked “Final”.

717.05 Field of Search [R-18]

In each action involving a search. the exam-
iner shall endorse, on the ﬂap of the file wrap-
per, the classes and subclasses and publications
searched, the date when the search was made
or was bmntrhf up to date and the examiner’s
initials, all entries being in BLACK INK.
Great care should be taken, inasmuch as this
record is important to the hmu,m;y of the ap-
plication.

717.06 [R-38]
See ¢ 201.14(c), 202.03 and 201.14(d}.

Foreign Filing Dates

- The file wrapper sho ld, dent1fy earher ﬁled
miataedappi’ ) . See §§202.02 and 202 03

720 Pubhc Use Proéeedmgs

Rul@ ﬁ% Public use: proceedings. (a) When ‘a peti
tion for the: institution:of public use proceedings, sup-
ported by affidavits or:declarations, is filed by one hav-
ing information of the pendency of an application-and
is found, on reference to the primary examiner, to
make a prima. facie shawmg that: the invention’ ‘in-
vukved in an interference or claimed in an npphcatlon
?wlievad to be on file had béen‘in public nse ‘or on sale
one year before the’ ﬂlmg of ‘the '1pphcatmn, or before
m@ date alleged by an 1nt(=rferiug party in’his prehxm-
BATY gmtement or'the’date of invention éstablished by
@nch mrty, a hearing may ‘be’ had before the Commis:
sioper to deterniirie ‘whether 4 publie use proceeding
should be instituted: If instituted, times may be set for
taking festimony, which shall’be taken ‘as provided by
rules 271 to 286, ‘The petitioner will 'be heard in the
proceedings but after decision therein will not be heard
further in'the prosecution of the application for patent.

b} The petition and accompanying papers should
be filed in duplicate, or served upon the applicant, his
attorney or agent of record, and petitioner should offer
to bear any expense to which the Office may be put in
connection with the proceeding.

Public use proceedings are provided for in
Rule 292. The institution of public use proceed-
ings is discretionary with the Commissioner.
This section is mtendul to provide guidance
when a question concerning public use proceed-
ings arises
A petition is required to initiate considera-
tion of whether to institute a public use proceed-
ing. The petitioner ordinam]l; has information
concerning a pending application which claims
~ub3 ect matter that the petitioner alleges was in
“public use’ or “on sale” in this country more
than one year prior to the effective United States
filing date of the pending application (see 35
U.S.C.. Section 119, 1st paragraph, and Section
120 ). He thus asserts that a statutol 'y bar (35
7.8.C. 102(b)) exists which prohibits the pat-
onrm;_r of the sub]er't matter of the application.
There are two types of public use proceed-
ings: ex parte and inter partes, It is important
to understand the difference. In the ew parte
sitnation. the petitioner is not entitled, as a
matter of right, to inspect the pending nppllca,u
tion, Thus, he stands 11 no better position than
any other member of the public regarding aceess
to the pending application. In the inter partes
situation, the petitioner is involved in an inter-
ference with the pending application, and now
wishes to assert that the claims of the pending
application (often the counts of the interfer-
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onee invoived in a terminated int

a pending application is no longer privy to the
application contents and will accordingly. be
treated as an ex parte petitioner. =

720.01 Preliminary Handling [R-42]

A petition filed under rule 292 should be for-
warded to the So ?

in accordance with ru
of the Solicitor's staff will ascertain whether
the formal requirements of rnle 292 have been
fulfilled. In particular, the petition will be re-
viewed to see if the alleged use or sale occurred
more than one year before the effective filing
date of the application, whether the petition
contains affidavits and exhibits to establish the
facts alleged, whether there is an offer to bear
expenses, whether there is an offer to produce
witnesses having knowledge of the public use
or sale, and whether the papers have been filed
in duplicate, or one copy has been served on
applicant. The application file is ordered and its
status ascertained so that appropriate action
may be taken. Where the application is involved
in an interference, the interference proceedin
will not normally be suspended if the proceed-
ing has entered the testimony period. Whether
the interference proceeding is suspended for
institution of the public use proceeding is
normally determined by the patent interference
examiner. ,

In those ez parte situations where a petitioner
cannot identify the pending application by
serial number, the petition papers will be for-
warded to the appropriate group director for
an identification search. Once the application
file(s) is located, it should be forwarded to the

Solieitor’s Office.

720.02 Examiner Determination of
Prima Facie Showing [R-42]

Once the Solicitor’s staff member has deter-
mined that the petition meets the formal re-
quirements of rule 292, and the application’s
status warrants consideration of the petition,
he will prepare a letter for the Assistant Com-
missioner for Patents, forwarding the petition
and the application file to the examiner for
determination of whether a prima facie case
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must identify exactly what was in public use
or on sale, whether it was in use or on sale more
than one year before the effective filing date, and
whether the pending claims “read” on what
has been shown to be in public use or on sale.
On this last point, the examiner should compare
all pending claims with the matter alleged to
have been in use or on sale, not just the claims
identified by petitioner. While the public use
bar arises under 35 U.S.C. 102(b), the examiner
should also consider the evidence for possible
later use in a 35 U.S.C. 103 rejection based on
obviousness of the claimed invention in light of
what has been established to be in public use
or on sale. o F
After having made his determination, the
examiner will forward a memorandum to the
Assistant Commissioner for Patents, stating his
findings and his decision as to whether a prima
facie case has been established. His findings
should include a summary of the alleged facts,
a comparison of at least one claim with the
device alleged to be in public use or sale, and
any other pertinent facts which will aid the
Assistant Commissioner in conducting the pre-
liminary hearing. The report should be prepared
in triplicate and addressed to the Assistant Com-

missioner for Patents.

720.03 Preliminary Hearing [R-42]

Where the examiner concludes that a prima
focie showing has not been established, both
the petitioner and the applicant are so notified
and the application proceedings are resumed
without giving the parties an opportunity to be
heard on the correctness of the examiner’s deci-




£ the 1
‘and date of the hearing. In an infer parfes
the hearing will not normally be set until after
suf?énsion' of the interference. The patent in-
terference examiner will notify the Office of the
Solicitor when the interference is suspended.
While not so specifically captioned, the notifica-
tion of this hearing amounts to an order to show
cause why a public use proceeding should not be
held. No new evidence is to be introduced or dis-
cussed at this hearing. The format of the hear-
ing is established by the member of the Solici-
tor’s staff, and the Assistant Commissioner for
Patents presides. The examiner may attend as
an observer only. ' ' '

Where the hearing is held in the ex parte
situation, great care will be taken to avoid dis-
cussion of any matters of the application file
which are not already of knowledge to peti-
tioner. Of course, applicant may of his own ac-
tion or comsent notify the petitioner of the
nature of his claims or other related matters.

After the hearing is concluded, the Assistant
Commissioner for Patents will decide whether
public use proceedings are to be initiated, and he
will send appropriate notice to the parties.

720.04 Public Use Proceeding Testi-
mony [R-42]

When the Assistant Commissioner for Pat-
ents decides to institute public use proceedings,
the case is referred to the examiner who will
conduct all further proceedings. The fact that
the affidavits and exhibits presented with the
petition for institution of the public use pro-
ceedings have been held to make out a prima
facie case does not mean that the statutory bar
has been conclusively established. The statutory
bar can only be established by testimony taken
in accordance with normal rules of evidence,
including the right of cross-examination. The
affidvits are not to be considered part of the
testimony and in no case can they be used as
f}:fidence on behalf of the party submitting

em.

_ The procedure for taking testimony in a pub-

lie use proceeding is substantially the same as
that for taking testimony in an interference.
Normally, no representative of the Commis-
sioner need be present at the taking of the
testimony.

The examiner will set a schedule of times
for taking testimony and for filing the record
and briefs on the basis of the following:

Petitioner’s testimony to close—60 days;

n orij nd one copy 6’f‘§hg Record tobe
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720.05

y by applicant to close-—30

e&-—a( -30dayslater; e
~ Petitioner’s bryigaf"to be fﬁled—-30i days later;

~ Applicant’s brief to be filed—20 days later.
Upon proper showing, the examiner may grant
appropriate extensions of time.

After all testimony has been filed, and briefs
have been filed, or the time for filing applicant’s
brief has expired and he has not filed a brief,
a time will be set for an oral hearing to be con-
ducted by the examiner in infer partes cases. In
ex parte cases, an oral hearing is ordinarily not
held. In inter partes cases the hearing will be
conducted substantially in accordance with rule
256 except that oral argument will ordinarily
be limited to one-half hour per side. Arguments
are to be restricted to the evidence adduced and
the related law. No new evidence will be ac-
cepted. '

720.05 Final Decision [R-42]

The final decision of the examiner should be
“analogous to that rendered by the * * * [Board
of Patent Interferences] in an interference pro-
ceeding, analyzing the testimony and stating
* * % oonclusions * * *7, In re Townsend, 1913
C.D. 55. In reaching his decision, the examiner
is not bound by the prior finding that a prima
facie case has been established.

If the examiner concludes that a public use or
sale bar exists, he will enter a rejection to that
effect in the application file, predicating that
rejection on the evidence considered and the
findings and decision reached in the public use
proceeding. Where the application is involved
in a suspended interference and the examiner’s
conclusion applies to one or more of the claims
corresponding to the counts of the interference,
the examiner must dissolve the interference
under rule 237 as to those counts on the basis
of the public use or sale. The twenty-day period
for arguments, referred to in rule 237, is not
applicable where the dissolution is based on the
finding of public use, inasmuch as full con-
sideration has already been given to the issue.
Where the examiner concludes that there is no
Kublic use, or where the public use proceeding

as been conducted concurrently with the inter-
ference proceeding, the examiner will address a
memorandum to the patent interference exam-
iner, notifying him of his decision in the pub-
lic use proceeding. The interference will con-
tinue or be terminated in accordance with the
action taken by the examiner. The examiner will
enter the appropriate rejection after the appli-
cation is returned to an ¢z parte status.
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Patent and Trademark Office, may be stricken
files.

- - ‘l er i ’
an application, having a question of “fraud”
appearing therein, is to be examined. .

GENERAL

The following language has been extracted
from the CCPA decision of Norton v. Curtiss,
167 USPQ 532 (1970), because it reflects the
theme of the recent court decisions and writings
on the matter of frand and inequitable conduct
in patent prosecution.

“The * * * term ‘fraud’ in Rule 56 * *.* refers
to the very same types of conduct which the courts,
in patent infringement suits, would hold frandu-
lent * * * (T)raditionally, the concept of ‘fraud’
bas most often been used by the courts, in.general,
to refer to a type of conduct 8o reprehensible that
it could alone form the basis of an aectionable
wrong (e.g., the common law action for deceit).
That narrow range of conduct, now frequently re-
ferred to as ‘technical’ or ‘affrmative’ fraud, is
looked upon by the law as quite serious. Because
gevere penalties zre usually meted out to the party
fouud guilty of such conduet, technical fraud is
generally held not to exist unless the following in-
dispensable elemenits are found to be present: (1)
a representation of a material fact, (2) the falsity
of that representation, (8) the intent to decelve or,
at least, a state of mind so reckless ag to the con-
sequences that it is held to be the equivalent of
intent (acienter), (4) a justifiable rellance upon
the misrepresentation by the party deceived which
induces him to act thereon, and (5) injury to the
party deceived as a result of his reliance on the
misrepresentation * * %,
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. “In suits for. patent infringement, unenforc
ability, as well as noninfringement or invalidity
under the patent laws, is a statutory defense. See
35 U.S.C. 282(1). * * * (U)nenforceability due to
fraudulent procurement is a rather common de-
fense. In such circumstance, * * * the courts are
generally applying equitable principles in evaluat-
ing the charges of misconduct alleged to be fraudu-
lent. Thus, in suits involving patents, today, the
concept of ‘fraud’ on the Patent Office (at least
where a patentee’s conduct pertaining to the rela-
tive merits of his invention is concerned), encom-
passes not only that which * * * (has been earl-
fer) termed ‘technical’ fraud, but also a wider
range of ‘inequitable’ conduct found to justify
holding a patent unenforceable. The courts differ
as to the conduct they will recognize as being suffi-
ciently reprebensible so as to carry with it the
consequences of technical frand.”

As might be expected, the courts have had
considerable difficulty in evaluating the conduct
of applicants before the Office to ascertain
whether their dealings were such as to consti-
tute fraud or inequitable conduct. Most often,
the question reduces itself to whether the appli-
cant failed to disclose to the Office either facts
or prior art known to the applicant, but not
known to the examiner. The fact that such a
duty-to-disclose exists has been emphasized in
two Supreme Court Decisions: Precision In-
strument Mfg. Co. v. Automotive Maintenance
Machkine Co., 65 U.SP.Q. 133 (1945) and
Kingsland v, Dorsey, 83 U.S.P.Q. 330 (1949).

owever, it is difficult to state presently with
clarity exactly what prior art or facts the patent




: ing situatio; o
" A. Reissue application. The majority of
“fraud” questions arise in reissue applications
where the patent is involved in litigaticn. The
reissue application may, or may not, contain
s to the specification, drawings or claims
issue applica-
fion will be rely t £ to the attention
of the Office, prior art which was not considered
during the examination of the parent applica-
tion. The decision of the Court of Customs and
Patent Appealsin I'n re Wittry, 180 USPQ 320,
decided  January 10, 1974, indicates that the
statutes afford no authority for reissue where
there has been a failure to assert a difference in
scope between the original and reissue claims or
where there has been an inclusion of new reissue
claims of the same scope as those already
granted. ' o
B. Protests to the grant of @ patent. Another
instance in which the issue of “fraud” may be
raised is through a protest under 37 CFR 1.291.
The protester may be a party to litigation in-
volving a patent and thereby has obtained
knowledge of a pending reissue application, or
simply a third party who has obtained a knowl-
edge of a pending application and has submit-
ted facts which he thinks would make the grant

of a patent improper.

721.01 Examination of Patent Appli-
cations Having an Issue of
Fraud [R-43]

In the event that a question of “fraud” is pres-
ent in an application, the application should be
examined in accordance with the following
guidelines:

1. Forcarding to the Assistant Commissioner
for Patents.

Any applieation in which, or in relation to
which, some facts or representations are made
bearing on the question of “fraud” should be
forwarded to the Office of the Assistant Com-
missioner for Patents as soon as the facts or
representations are discovered, Such a for-
warded application should be accompanied by
a brief memorandum, signed by the group di-
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721.01

, or representation
“frand.”
iate action is not
d,” the applica-

p director along

lun cting that the exam-

, : application in accordance with
Office practice. In such cases, the examination
should be completed as to all matters except
that any issues relating to possible “fraud” will
not be considered by the examiner. The Office

action in such ap contain an

e_question of “fr d include a
that “Consideration of any questions
relating to possible fraud or improper conduct
are being deferred pending resolution of all
other matters (rejections, objections, a,%epeal,
ete.} in favor of applicant. No claim will be in-
dicated as “allowable” or “allowed”: in these
cases since the application will not be in condi-
tion for allowance, even if the claims are other-
wise patentable, until after the “fraud” question
is resolved. The action by the examiner should,
where appropriate only indicate that the desig-
nated claims avoid the prior art, the rejections
of record, ete. A statement by the examiner that
the claims are allowable would be inappropriate
where a substantial issue such as fraud remains
unresolved.

If the application is a reissue application, the
action by the examiner may extend to a deter-
mination that the “error” required by 35 U.S.C.
251 has not been shown. However, no comment
should be made by the examiner as to whether
or not any “error” found in the application was
with or without “deceptive intention.”

When all matters, except any issues relating
to possible “fraud” have been overcome, the
examiner should close the prosecution of the
application on its merits using the following
language in his Office action.

“In view of applicant’s communication filed
. claims ——— are considered to avoid
the rejections of record in the application. Ac-
cordingly. prosecution before the examiner on
the merits of this application is closed. How-
ever, a determination of the issues relating to
the question of fraud remains ontstanding.

The application is being referred to the Office
of the Assistant Commissioner for Patents for
further consideration in regard to the question
of fraud. Applicant will be sent further com-
munications in due course,”

In a situation involving an application which
would have been in condition for allowance on
a first action except for an issue relating to pos-
sible “fraud” the examiner should close the
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f’ pmswutmn a&

ce of fraud nwessmatmg stnk-
ion un’de‘r%’i” CFR 1.56. After a

x 'group for allowance

. A‘15’1’11‘3‘““3 W‘] be s r any. other action as

communications in due course ' '
After mailing of the Office’ actmn, tfhe apph- A
cation should be‘tmnsmltted by the. grcmp direc- 4. Immediate cwtzon reqwed :
Ce : In the event immediate action on the question
: . of fra di is necessary, the normal ex parte pros-
fraud. If additional information from the ex- the examlner will be delayed unt1l
aminer is necessary, or desirable, to the proper '
conduct of the investigation, the application : " .
may be returned to the examiner, by wayofthe 5 4z cmdonmnf of apphmtwn ’
group director, to supply such mﬁmmatwa. ' If the application should become abandoned
3. Order to show cause issued. ' for any reason, the application, along with a
If the mvestlgatmn reveals that a prima facie memorandum by the group 'director setting
case of ‘fraud’ exists, an “Order to Show Cause”  forth any information relevant to the reasons
why the application should not be =twicken  for abandonment, should be transmitted to the
under 37 CFR 1.56 will be issued. Office of the Ass1stant Commissioner prior to
A. Stricken. If no satisfactory answer to  the forwarding of the application to the Aban-
L, such an “QOrder to Show Cause” is received, the  doned Files Unit.
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