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Instructions Regarding Revision No, 7

* ' ‘Submitted herewith is the group of pages constituting Revision No. T of the Manual of

""" Patent Examining Procedure, Third Edition. Proper substitution for those pages in the Manual

s -having corresponding page numbers may be made forthwith.

. This revision incorporates certain changes embodied in Notices and memoranda as in-

e __':_éﬁc_ated below.

B . _'_:'For the guidance of all ugers of the Manual the changes may be recapitulated as follows:

In Chapter 200, the term ''forfeited" has been superseded by the new terminology -- aban-

donment for failure (o pay issue fee --- See the Chapter heading and 203. 04 and 203.07.

. in 201.086, fifth paragraph, and 201.11, page 10, column 2, certain exceptions are noted
" “in the category of those applications which should be indicated as divisional and continuing
“applications. =~ - '

e In 608. 01 (n) language has been clarified regarding dependent ciaims.

150 In 808.02 explanatory matter has been added to the paragraph "IHustration Subsequently
“Required.” Also, a new paragraph "Waiving of Corrections" (Change Notice 7-3) has been

B " ‘added to this section. The text of 608.02 {(b) has been rewritten. In 608,02 (x) the paragraph

. ....':'New D_rawings Prepared by Patent Office” has been rewritten fo embody Change Notice 7-4.
‘.. Page 62, the heading 714. 13 has been modified.

_ Page 65, ""Supervisory Examiner' has been changed to -~~~ Group Manager ---. Other
changes of a similar nature have been made on appropriate pages where major revisionsg appear.

o ~1n 706.01 language has been clarified. In 706.02 (page 87) reference has been made to
-‘a pertinent decision of the U. 8. Supreme Court.

1n 706.03 {¢) a new sentence has been added to the second paragraph of 35 U. 8. C. 112
as approved July 24, 1965.

' "Page 79, a slight revision has been made in the sample letter,
| "The text has been slightly revised in 707,05,

o In 708. 02 the new Special Examining Procedure for Certain New Applications has been
- added,

' 'Language changes appear in 708.03.
710.901 (a}, 710.02, 710,902 (b} and 710.02 (c) have been modified {0 delineate more
- ¢learly the categories of time limit actions and actions in which Shortened Statutory Periods

are set.

A In 711.02 {c) final fee has been changed to --- issue fee ---. 711.03 and 711.03 (d)
~-have been rewritten. Minor corrections have been made in 711, 06 and 712.

. In 714.13, reference is made to the new procedure to be followed in treating amend-
-ments after final.

S 901, 05 (b) now incorporates the statement of the use of German Utility Models as refer-

o ences as noted in Change Notice 7-1.

" e Additiqna_i text material has been added to 1108 and 1108, 01.



1208 has been expanded to mclude the procedure to be followed in sa.vmg t1me in
preparing the Examiner's Answer on appeal. Change Notlce 7 2 ) .

1302.04 has been revised to explam the procedure in eltmg references on aliowanc :
of an application (Change Notice 7-5). . . S

1302.05 has been amplified by refeﬁ«ing béck to the néw:'p'réééduré-6’08”’02" i

1302. 12 has been revised to explain more clearly the procedure 1:1 listzng references -
at time of allowance. A sentence has been added to 1302. 13 i o :

Several index pages have also been mod1f1ed in Ime walth changes in the text

The last change notice in Series 7 is Change Notice 7- 5 . : .

The Editor is cognizant of numerous other changes shll to be made in matters of a '

minor nature and in matters involving perfecting language and improvement in typography, -.

indexing and the like. It is anticipated that these will be mcorporated in future revzsmns i
The cooperation of numerous professionals both in and out of the Ofﬂce in recom~

mending improvements on the Manual is noted with apprematmn and is further sohmteé
W. B. Penn, Editor o
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Errata Regarding Revision No. 6

A corrected page T8 is hereby submitted to replace the one erroneously
inserted in Revision No. 6.

New pages 108. 1 and 113 are hereby submitted to remove the obvious
printer's defect of carrying out the last three lines of former page 108 onto -
page 113.

In 706, 07(a), line 14, "six'" should be ---- four ----.
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Foreword

This Manual is published to provide examiners in the Patent Office with
a reference work on the practice and procedure within the Office as it relates
to their duties and operations. It contains instructions to examiners, as well
as other material in the nature of information and interpretation, and gen-
erally outlines the current procedure which the examiners are required or
authorized to follow in appropriate cases in the normal examination of
applications.

Examiners will continue to be governed as in the past by the applicable
statutes, the Rules of Practice, decisions, and orders and instructions issued
by the Commissioner, the Director, Patent Examining Operation, or the Super-
visory Examiners. Orders and Netices still in force which relate to the subject
matter included in this Manual are incorporated and identified assuch. Orders
and Notices, or portions thereof, relating to the examiners’ duties and functions
ncluded in this Manual which have been omitted or not incorporated in the
text may be considered obsolete. Interference procedure not directly involv-
ing the Primary Examiner is not included in this Manual and, therefore,
Orders and Notices relating thereto remain in force.

Subsequent changes in practice and other revisions will be incorporated
in the form of substitute or additional pages for the Manual.

DAVID L. LADD
Commisstoner.
Novemeer 15, 1961,
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Introduction

Constitutional Basis

The Constitution of the United States pro-
vides:

“Art. 1, seo. 8. The Congress shall have
power . . . To promote the progress of science
and useful arts, by securing for limited times
to authors and inventors the exclusive right to
their respective writings and discoveries.”

Statutes

Pursuant to the foregoing provision of the
Constitution, Congress has passed a number of
statutes wnder which the Patent Office is or-
ganized and our patent system is established.
The provisions of the statutes can in no way
be changed or waived by the Patent Office.
Prior to January 1, 1953, the law relating to
patents consisted of various sections of the Re-
vised Statutes of 1874, derived from the Pat-
ent Act of 1870 and numerous amendatory and
additional acts. These statutes, as well as old
Title 35 of the United States Code, were com-
piled and reprinted several times prior to Jan-
uary 1, 1958, in a pamphlet entitled “Patent
Laws”.

By an Act of Congress approved July 19,
1952, which came into effect on January 1,
1958, the patent Jaws were revised and codi-
fied. With certain exceptions applying to
applications filed and patents issued before

anuary 1, 1953, this law governs all cases in
the Patent Office. The patent law is Title 35
of the United States Code, which contains 95
sections numbered from 1 to 298, with gaps
in the numbering between various chapters of
the title. In referring to a particular section
of the new patent code the citation is given,
for example, as, 35 U.S.C. 31, The current
edition of the pamphlet “Patent Laws” re-
prints the patent code and some additional
statutes. The pamphlet also contains tables
showing where subject matter comparable to
present title 85 may be found in prior statutes,
and where subject matter of prior statutes will
be found in new title 35.

RBules of Practice

One of the sections of the patent statute,

namely, 35 U.S.C. 6, authorizes the Commis- .

sioner of Patents, subject to the alpprovai of
the Secretary of Commerce, to establish regula-
tions, not inconsistent with law, for the con-
duct of proceedings in the Patent Office.
These regulations are set forth in a Patent
Office booklet entitled “Rules of Practice of the
United States Patent Office in Patent Cases”.
The Rules of Practice have a long history,
going back to pamphlets of general informa-
tion to the public first issued in 1836, The
content has been determined by history, tra-
dition and other factors. Primarily the fune-
tion of the Rules of Practice is to advise the
public of the regulations which have been
established in accordance with the statutes and
which must be followed before the Office. But
the Patent Office Rules of Practice have al-
ways additionally included, as numbered rules,
informational material, copies of sections of
the patent statutes, purely internal procedure,
and the like. It goes without saying that the
Rules of Practice govern the Examiners, as
well as applicants and their attorneys.

Commissioner’s Orders and Notices

From time {o time, the Commissioner of
Patents has issued Orders and Notices relating
to various specific situations that have arisen
in operating the Patent Office. Notices and
circulars of information or instructions have
also been issued by the Supervisory Examiners
under authority of the Commissioner. Orders
and Notices have served various purposes in-
cluding directions to the examiners giving
them instruction, information, interpretations
and the like. Some may be for the informa-
tion of the public, advising what the Office will
do under specified circumstances.

Decisions

In addition to the statutory regulations, the
actions taken by the Examiner in the examina-
tion of applications for patents are to a great
extent governed by declsions on prior cdses.
Those dissatisfied with an Examiner’s action
may have it reviewed. In general, it may be
stated that from that portion of the Exam-
iner’s action pertaining to objections on formal
matters, a petition for review may be taken
to the Commissioner of Patents (1002) and
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from that portion of the FExaminer's action
pertaining to the rejection of claims on the
merits, an appeal may be taken to the Board
of Appeals (1201}, The distinetion is set
forth in Rules 181 and 191. The decigion of
the Commissioner on formal matters is final

but the decision of the Board of Appeals on
questions passed on by it may be carried to
the courts. See 1216. In citing decisions as
authority for his actions, the Examiner should
git'? the decision in the manner set forth in
07.06.





