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1801 Basic PCT Principles
MaJOR CONCEPTS

The Patent Cooperation Treaty (PCT) is an inter-
national agreement to which the United States of
_ America is a party, which provides for the filing of
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Chapter 1800 Patent Cooperation Treaty

patent applications on the same invention in a number
of countries. The PCT enables the U.S. applicant to
file one application, “an international application”, in
a standardized format in English in the Receiving
Office (the U.S. Patent and Trademark Office), and
have that application acknowledged as a regular na-
tional filing in as many member countries to the PCT
as the applicant “designates™ that is, names, as coun-
tries in which patent protection is desired. In the same
manner, PCT enables foreign applicants to file a PCT
application designating the United States of America
in their home language in their home patent office
and have the application acknowledged as a regular
U.S. national filing. The PCT also provides that the
application will be subjected to a search for published
disclosures which are capable of assisting in the deter-
mination of whether the invention disclosed in the ap-
plication is new and unobvious. Upon payment of na-
tional fees and the furnishing of a translation, usuzally
some twenty months after the filing of the earliest ap-
plication for the invention, the application will be sub-
jected to national procedures in each of the designat-
ed countries.

The PCT offers an alternative route to filing patent

_ applications directly in those countries which are

members of the PCT. It does not preclude taking ad-
vantage of the priority rights and other advantages
provided under the Paris Convention (PCT Article
1). The PCT provides an additional and optional for-
eign filing route to United States applicants.

PCT ARTICLE 1

Establishment of a Union

(1) The States party to this Treaty (hereinafter called “the Con-
tracting States™) constitute s Union for cooperation in the filing,
searching, and examination, of applications for the protection of in-
ventions, and for rendering special technical services. The Union
shall be known as the International Patent Cooperation Union.

(2) No provision of this Treaty shall be interpreted as diminishing
the rights under the Paris Convention for the Protection of any
country party to that Convention.

The PCT has also substantially harmonized the
formal requirements of applications for the member
countries and the European Patent Convention
(EPC). :

The PCT also provides new filing and searching
procedures whereby much of the processing and
transmittal of papers is done for the applicant by the
various national patent offices which act as interna-
tional authorities and the International Bureau (IB) of
the World Intellectual Property Organization (WIFO)
in Geneva, Switzerland, which administers the
Treaty.

The filing and search procedures are set forth in
Chapter I of the PCT. Additional procedures for a
preliminary examination of PCT international applica-
tions are set forth in PCT Chapter II which the
United States did not ratify and therefore is not avail-
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able to U.S. applicants filing in the U.S. Receiving
Office.

Basic FLow

To understand the PCT, it is important to know the
basic flow of an international application under the
PCT. This flow is illustrated on the next page.

In most instances a national U.S. application (NA)
is filed first. An international application for the same
subject matter will then be filed subsequently within
the priority year provided by the Paris Convention
and claim the priority benefit of the U.S. national ap-
plication filing date.

RECEIVING OFFICE (RO)

The international application (IA) must be filed in a
Receiving Office (RO) (PCT Article 10). The United
States Patent and Trademark Office will act as a Re-
ceiving Office for United States residents and nation-
als (35 USC 361(a)). The Receiving Office functions
as the filing and formalities review organization for
international applications. International applications
must contain upon filing the designation of those coun-
tries in which patent protection is desired and must
meet certain standards for completeness and formality
(PCT Articles 11(1) and 14(1)).

Where a priority claim is made, the date of the ear-
lier filed national application is used as the date for
determining the timing of international processing, in-
cluding the various transmittals, the payment of cer-
tain international and national fees, and publication of
the application. Where no priority claim is made, the
international filing date will be considered to be the
‘“priority date” for timing purposes (PCT Article
2(xi)).

The international application is subject to the pay-
ment of certain fees upon filing and at the expiration
of 12 months from the priority date (PCT Article
11(3) and 35 U.S.C. 361). The Receiving Office will
grant an international filing date to the application,
collect fees, handle informalities by direct communi-
cation with the applicant, and monitor all corrections
(35 U.S.C. 361(d)). By 13 months from the priority
date, the Receiving Office should prepare and trans-
mit a copy of the international application, called the
Search Copy (SC), to the International Searching Au-
thority (ISA); and another copy, called the Record
Copy (RQC), to the International Bureau (PCT Rules
22.1 and 23). A third copy of the international appli-
cation, the Home Copy (HC), remains in the Receiv-
ing Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copies of the application, the
International Searching Authority becomes the focus
of international processing.

INTERNATIONAL SEARCHING AUTHORITY (ISA)

The basic function of the International Searching
Authority (ISA) is to conduct a prior art search of in-
ventions claimed in international applications; it does
this by searching in at least the minimum documenta-
tion defined by the Treaty (PCT Articles 15 and 16
-and PCT Rule 34). At the option of the U.S. appli-
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cant, either the U.S, Patent and Trademark Office or
the European Patent Office acts as an International
Searching Authority for U.S. residents and nationals.
The International Searching Authority is also respon-
sible for checking the content of the title and abstract
(PCT Rules 37.2 and 38.2). An International Search
Report (SR) will normally be issued by the Interna-
tional Searching Authority within three months from
the receipt of the Search Copy (usually 16 months
after the priority date) (PCT Rule 42). Copies of the
International Search Report and prior art cited will
be sent to the applicant and the International Bureau
(PCT Rules 43 and 44.1). The Search Report will
contain a listing of those documents found to be reie-
vant and will identify the claims in the application to
which they are pertinent; however, no judgments or
statements as to patentability will be made (PCT Rule
43.9). The applicant will also receive without charge
a copy of the cited prior art from the U.S. Patent and
Trademark Office as an International Searching Au-
thority. Once the International Search Report has
been completed and transmitted, international process-
ing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Bureau (IB)
are to maintain the master file of all international ap-
plications and to act as the publisher and central co-
ordinating body under the Treaty. The World Intel-
lectual Property Organization in Geneva, Switzeriand
performs the duties of the International Bureau.

If the applicant has not filed a certified copy of the
priority document in the Receiving Office with the
international application, or requested upon filing that
the Receiving Office prepare and transmit to the In-
ternational Bureau a copy of the prior U.S. national
application, the priority of which is claimed, the ap-
plicant must submit such a document directly to the
International Bureau not later than 16 months after
the priority date.

The applicant has normally two months from the
date of transmittal of the International Search Report
to amend the claims by filing an amendment directly
with the International Bureau (PCT Article 19 and
PCT Rule 46). The International Bureau will then
normally publish (P) the international application
along with the Search Report and any amendment
(Amdt) at the expiration of 18 months from the prior-
ity date (PCT Article 21). The international publica-
tion is in pamphlet form with a front page containing
bibliographical data, the abstract, and a figure of the
drawing (PCT Rule 48). The pamphlet also contains
the search report and any amendments to the claims
submitted by the applicant. If the application is pub-
lished in a language other than English, the search
report and abstract are also published in English. The
International Bureau also publishes a Gazette in the
French and English languages which contains infor-
mation similar to that on the front pages of interna-
tional applications, as well as various indexes, and an-
nouncements (PCT Rule 86). The International
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Bureau also transmits copies of the international appli-
cation to all the Designated Offices (PCR Article 20
and PCT Rule 47).

DeSIGNATED OFFICE (DO)

Twenty months from the priority date of the inter-
national application, the applicant must send to each
Designated Office any required translations and the
appropriate national or regional filing fees unless the

1802

individual Designated Office grants additional time
(PCT Article 20). The applicant also has the right to
amend the application within one month after the
payment of his national fees. After this month has ex-
pired (PCT Article 28 and PCT Rule 52), each Desig-
nated Office will make its own determination as to the
patentability of the application based upon its own
specific national or regional laws (PCT Article 27(5)).

BASIC FLOW OF AN INTERNATIOKAL APPLICATION

“Months ' 8 2 B 16

Rpplicant | (A) '%SA

I

rs b
| SR l-"a OATH g

Receiviag m

otiice  (RO) 'AI‘ HC
Searching o
Autherity  (ISA) sc I~ sr
lateraational o

Burean  (IB) RC
Besigaated

Offices  (DO)

1802 PCT Definitions
' ARTICLE 2
Definitions

For the purpose of this Treaty and the Regulations and unless ex-
pressly stated otherwise:

(i) “application” means application for the protection of an in-
vention; references to an “application” shall be construed as ref-
erences to applications for patents for inventions, inventors’ cer-
tificates, utility certificatess, utility models, patents or certificates
of addition, inventors' certificates of addition, and utility certifi-
cates of addition;

(ii) references to & “patent” shall be construed as references to
patents for inventions, inventors’ certificates, utility certificates,
utility models, patents or certificates of addition, inventors’ certif-
icates of addition, and utility certificates of addition;

(iii) “national patent” means a patent granted by 2 national au-
thority;

(iv) “regional patent” means & patent granted by & national or
an intergovernmental authority having the power to grant pat-
ents effective in more than one State;

(v) “regional application” means an spplication for a regional
patent; .

(vi) references to & “national application” shall be construed as
references to applications for national patents and regional pat-
ents, other than epplications filed under this Treaty;

(vii) “international application” means an application filed
under this Treaty;

(viii) references to an “application” shall be construed as refer-
ences to international applications and national applications;

(ix) references to a “patent” shall be construed as references to
national patents and regional patents;

(x) references to “national law" shall be construed as refer-
ences to the national law of a Contracting State or, where a re-
gional application or a regional patent is involved, to the treaty
providing for the filing of regional applications or the granting of
regional patents;

(xi) “priority date,” for the purpose of computing time limits,
means:

(a) where the international application contains a priority
claim under Article 8, the filing date of the application whose
priority is so claimed;

(b) where the international application contains several prior-
ity claims under Article 8, the filing date of the esrliest appli-
cation whose priority is so claimed;

(c) where the internstional application does not contsin any
priority claim under Article 8, the international filing date of
such application;

(xii) “nations] Office” means the government suthority of 2
Contracting State entrusted with the granting of patents; refer-
ences to & “national Office” shull be construed as referring also
to eny intergovernmental authority which several States have en-
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trusted with the task of granting regional patents, provided that
at least one of those States is a Contracting Siate, snd provided
that the said States have authorized that authority to assume the
obligetions and exercise the powers which this Treaty and the
Regulations provide for in respect of national Offices;

(xili) “designated Offices” means the national Office of or
acting for the State designated by the applicant under Chapter 1
of this Treaty;

(xiv) “elected Office” means the national Office of or acting
for the State elected by the applicant under Chapter II of this
Treaty;

(xv) “receiving Office” means the national Office or the inter-
governmental organization with which the international applica-
tion has been filed; '

(xvi) “Union” means the International Patent Cooperation
Union;

(xvii) “Assembly” means the Assembly of the Union;

(xviii) “Organization” means the World Intellectual Property
Organization;

(xix) “International Bureau” means the International Bureau of
the Organization and, as long as it subsists, the United Interna-
tional Bureaux for the Protection of Intellectval Property
(BIRPI);

(xx) “Director General” means the Director General of the
Organization and, as long as BIRPI subsists, the Director of
BIRPI.

PCT RULE 2
Interpretation of Certain Words

2.1 “Applicant”

Whenever the word “applicant” is used, it shall be construed as
meaning also the agent or other representative of the applicant,
except where the contrary clearly follows from the wording or the
nature of the provision; or the context in which the word is used,
such as, in particular, where the provision refers to the residence or
nationality of the applicant.

2.2 “Agent”

Whenever the word “agent” is used, it shall be construed as
meaning any person who has the right to practice before interna-
tional authorities as defined in Article 49 and, unless the contrary
follows from the wording or the nature of the provision, or the
context in which the word is used, also the common representative
referred to in Rule 4.8.

2.3 “Signature

Whenever the word “signature” is used, it shall be understood
that, if the national law applied by the receiving Office or the com-
petent International Searching or Preliminary Examining Authority
requires the use of a seal instead of a signature, the word, for the
purposes of that Office or Authority, shall mean seal.

35 U.S.C. 351 Definitions. When used in this part unless the con-
text otherwise indicates—

(a) The term ‘treaty’ means the Patent Cooperation Treaty done
at Washington, on June 19, 1970, excluding chapter I thereof.

(b) The term ‘Regulations’, when capitalized, means the Regula-
tions under the treaty excluding part C thereof, done at Washing-
ton on the same date as the treaty. The term ‘regulations’, when not
capitalized, means the regulations established by the Commissioner
under this title. : .

(c) The term ‘international application’ means an application filed
under the treaty.

(d) The term ‘international application originating in the United
States’ means an international application filed in the Patent Office
when it is acting as a Receiving Office under the treaty, irrespec-
tive of whether or not the United States has been designated in that
international application.

(¢) The term ‘international application designating the United
States’ means an international application specifying the United
States as & country in which & patent is sought, regardless where
such international application is filed.

(f) The term ‘Receiving Office’ means a national patent office or
intergovernmental organization which receives and processes inter-
national applications as prescribed by the treaty and the Regula-
tions.
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(g) The term ‘International Searching Authority' means & nation-
&l patent office or intesgovernmental orgsnization as appointed
under the treaty which processes international spplications as pre-
scribed by the treaty and the Regulstions.

{h) The term ‘International Bureay® means the international inter-
governmental organization which is recognized as the coordinating
body under the treaty and the Regulations.

(i) Terms and expressions not defined in this part are to be taken
in the sense indicated by the treaty and the Regulations,

37 CFR 1.401 Definitions of terms under the Patent Cooperation
Treaty. (8) The abbreviation “PCT" and the term “Treaty” mean
the Patent Cooperation Treaty.

(&) “International Bureau™ means the World Intellectual Property
Organization located in Geneva, Switzerland.

(c) “Administrative Instructions™ means that body of instructions
for operating under the Patent Cooperation Treaty referred to in
PCT Rule 89, R

(d) “Request”, when capitalized, means that element of the inter-
national application described in PCT Rules 3 and 4.

(e) “International application”, as used in this Subchapter is de-
fined in § 1.9(b).

(f) “Priority date” for the purpose of computing time limits under
the Patent Cooperation Treaty is defined in PCT Art. 2(xi). Note
also § 1.465.

(g) Other terms and expressions in this Subpart C not defined in
this section are to be taken in the sense indicated in PCT Art. 2 and
35 US.C. 351

1803 Reservations Under the PCT Taken by the
United States of America

ARTICLE 64

Reservations

(1)(a) Any State may declare that it shall not be bound by the
provisions of Chapter II.

(b) States making a declaration under subparagraph (s) shall not
be bound by the provisions of Chapter II and the corresponding
provisions of the Regulations.

(2)(a) Any State not having made a declaration under paragraph
(1)Xa) may declare that:

(i) it shall not be bound by the provisions of Article 39(1) with
respect to the furnishing of a copy of the international applica-
tion and a translation thereof (as prescribed),

(ii) the obligation to delay national processing, as provided for
under Article 40, shall not prevent publication, by or through its
national Office, of the international application or & translation
thereof, it being understood, however, that it is not exempted
from the limitations provided for in Articles 30 and 38.

(b) States making such a declaration shall be bound accordingly.

(3Xa) Any State may declare that, as far as it is concerned, inter-
national publication of international applications is not required.

(b) Where, at the expiration of 18 months from the priority date,
the international application contains the designation only of such
States as have made declarations under subparagraph (a), the inter-
national application shall not be published by virtue of Aricle
21Q2).

(c) Where the provisions of subparagraph (b) apply, the interna-
tional application shall nevertheless be published by the Internation-
al Bureau:

(i) at the request of the applicant, as provided in the Regula-
tions,

(ii) when a national application or a patent based on the inter-
national application is published by or on behalf of the national
Office of any designated State having made a declaration under
subparagraph (a), promptly after such publication but not before
the expiration of 18 months from the priority date.

(4X2) Any State whose national law provides for prior art effect
of its patents as from a date before publication, but does not equate
for prior art purposes the priority date claimed under the Paris
Convention for the Protection of Industriai Property to the sctual
filing date in that Stste, may declare that the filing outside that
State of an international application designating that State is not
equated to an actual filing in that State for prior art purposes.

18004




PATENT COOPERATION TREATY 1805

(b) Any State making a declaration under subparsgraph (s) shall
to that extent not be bound by the provisions of Article 11{3).

(c) Any State making a declaration under subparagraph (a) shall,
at the same time, state in writing the date from which, and the con-
ditions under which, the prior art effect of any international appli-
cation designating that State becomes effective in that State. This
statement may be modified at any time by notification addressed to
the Director General.

(5) Each State may declare that it does not consider itself bound
by Article 59. With regard to any dispute between any Contracting
State having made such a declaration and any other Contracting
State, the provisions of Article 59 shall not apply.

(6)2) Any declaration made under this Article shall be made in
writing. It may be made at the time of signing this Treaty, at the
time of depositing the instrument of ratification or accession, or,
except in the case referred to in paragraph (5), at any later time by
notification addressed to the Director General. In the case of the
said notification, the declaration shall take effect six months after
the day on which the Director General has received the notifica-
tion, and shall not affect international applications filed prior to the
expiration of the said six-month period.

(®) Any declaration made under this Article may be withdrawn
at eny time by notification addressed to the Director General. Such
withdrawal shall take effect three months after the day on which
the Director General has received the notification and, in the case
of the withdrawal of a declaration made under paragraph (3), shall
not affect international applications filed prior to the expiration of
the said three-month period.

(7) No reservations to this Treaty other than the reservations
under paragraphs (1) to (5) are permitted.

The United States of America has declared that it is
not bound by Chapter II (Article 64 (1)).

It has also declared that, as far as the United States
of America is concerned, international publication is
not required (Article 64 (3)).

The third reservation which the United States of
America made was under Article 64(4) which relates
to the prior art effective date of a U.S. patent issuing
from an international application.

1805 Who May File in the United States Receiv-
ing Office

PCT ARTICLE 9

The Applicant

(1) Any resident or national of a Contracting State may file an
international application.

(2) The Assembly may decide to allow the residents and the na-
tionals of any country party to the Paris Convention for the Pro-
tection of Industrial Property which is not party to this Treaty to
file international applications.

(3) The concepts of residence and nationality, and the application
of those concepts in cases where there are several applicants or
where the applicants are not the same for all the designated States,
are defined in the Regulations.

Note: The PCT Assembly has not as yet allowed residents or na-
tionals of non-PCT member countries to file PCT international ap-
plications.

PCT RuLE 18
The Applicant

18.1 Residence

(a) Subject to the provisions of paragraph (b), the question
whether an applicant is a resident of the Contracting State of which
he claims to be resident shall depend on the national law of that
State and shall be decided by the receiving Office.

() In any case, possession of a real and effective industrial or
commercial establishment in a Contracting State shall be considered
residence in that State.
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182 Nationality

{s) Subject to the provisions of paragraph (b), the question
whether an spplicant is & nstional of the Contracting State of
which he claims to be a nationsl shall depend on the national law
of that State end shall be decided by the receiving Office.

(b) In any case, & legal entity constituted according to the nation-
al law of & Contracting State shall be considered a nationsl of that
State.

18.3  Several Applicants: Same for All Designated States

If all the applicants are applicanis for the purposes of ali desig-
nated States, the right to file an internationa! application shall exist
if at least one of them is entitled to file an internstionsl application
according to Article 9. '

18.4 Several Applicants: Different for Different Designated States

(a) The internationsl application may indicate different applicants
for the purposes of different designated State, provided that, in re-
spect of each designated State, at least one of the epplicants indicat-
ed for the purposes of that State is entitled to file an international
application according to Article 9.

(b) If the condition referred to in paragraph (a) is not fulfilled in
respect of any designated Stste, the designation of that State shall
be considered not to have been made.

(c) The International Bureau shall, from time to time, publish in-
formation on the various national laws in respect of the question
who is qualified (inventor, successor in title of the inventor, owner
of the invention, or other) to file a national application end shall
accompany such information by a warning that the effect of the in-
ternational application in any designated State may depend on
whether the person designated in the international application as
applicant for the purposes of the State is a person who, under the
nationa] law of that State, is qualified to file a national application.

PCT RULE 19
The Competent Receiving Office

19.1 Where to File

(a) Subject to the provisions of paragraph (b), the international
application shall be filed, at the option of the applicant, with the
national Office of or acting for the Contracting State of which the
applicant is a resident or with the national Office of or acting for
the Contracting State of which the applicant is a national.

(b) Any Contracting State may agree with another Contracting
State or any intergovernmental organization that the national Office
of the latter State or the intergovernmental organization shall, for
all or some purposes, act instead of the national Office of the
former State as receiving Office for applicants who are residents or
national of that former State, Notwithstanding such agreement, the
national Office of the former State shall be considered the compe-
tent receiving Office for the purpose of Article 15(5).

(c) In connection with any decision meade under Article 9(2), the
Assembly shall appoint the national Office or the intergovernmental
organization which will act as receiving Office for applications of
residents or nationals of States specified by the Assembly. Such ap-
pointment shall require the previous consent of the ssid national
Office or intergovernmental organization.

19.2  Several Applicants

If there are several applicants, the requircments of Rule 19.1 shall
be considered to be met if the national Office with which the inter-
national application is filed is the national Office of or acting for a
Contracting State of which at least one of the applicants is & resi-
dent or national.

19.3 Publication of Fact of Delegation of Duties of Receiving Office

(a) Any agreement referred to in Rule 19.1(b) shsll be promptly
notified to the Internationai Bureau by the Contracting State which
delegates the duties of the receiving Office to the national Office of
or acting for another Contracting State or an intergovernmental or-
ganization,
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(b) The International Bureau shall, promptly upon receipt, pub-
lish the notification in the Gazette.

PCT ADMINISTRATIVE INSTRUCTION SECTION 317

Procedure in the Case of the Designation of a State Being Considered
Not To Have Been Made

Where the receiving Office finds that under Rule 18.4(b), the des-
ignation of & State is to be considered as not having been made, it
shall indicate that fact in the international application by enclosing
the designation of that State within square brackets and entering
the words “CONSIDERED NOT TO HAVE BEEN MADE,” or
their equivalent in the language of the international application, in
the margin, and shall promptly notify the applicant accordingly. If
copies of the international application have already been sent to the
International Bureau and the International Sesrching Authority, the
receiving Office shall also notify promptly that Bureau and that
Authority.

35 U.S.C. 361 Receiving Office.(a) The patent Office shall act as a
Receiving Office for international applications filed by nationals or
residents of the United States. In accordance with any agreement
made between the United States and another country, the patent
Office may also act as a Receiving Office for international applica-
tions filed by residents or nationals of such country who are enti-
tled to file international applications.

(b) The Patent Office shall perform all acts connected with the
discharge of duties required of a Receiving Office, including the
collection of international fees and their transmittal to the Interna-
tional Bureau.

(c) International applications filed in the Patent Office shall be in
the English language.

(d) The basic fee portion of the international fee, and the trans-
mittal and search fees prescribed under section 376(a) of this part,
shall be paid on filing of an international application. Payment of
designation fees may be made on filing and shall be made not later
than one year from the priority date of the international applica-
tion.

35 US.C. 373 Improper applicant. An international application
designating the United States, shall not be accepted by the Patent
Office for the national stage if it was filed by anyone not qualified
under chapter 11 of this title to be an applicant for the purpose of
filing a national application in the United States. Such international
applications shall not serve as the basis for the benefit of an earlier
filing date under section 120 of this title in a subsequently filed ap-
plication, but may serve as the basis for a claim of the right of pri-
ority under section 119 of this title, if the United States was not the
sole country designated in such international application.

37 CFR 1.41 Applicant for international application. (&) Only resi-
dents or nationals of the United States of America may file interna-
tional applications in the United States Receiving Office.

(b) Although the United Siates Receiving Office will accept in-
ternational applications filed by any resident or national of the
United States of America for international processing, an interna-
tional application designating the Unites States of America will be
accepted by the Patent and Trademark Office for the national stage
only if filed by the inventor or as provided in §§ 1.422, 1.423 or
1.425.

(c) International applications which do not designate the United
States of America may be filed by the assignee or owner.

(d) The attorney or agent of the applicant may sign the interna-
tional application Request and file the international application for
the applicant if the international application when filed is accompa-
nied by a scparate power of attorney to that attorney or agent from
the applicant. The separate power of attorney from the applicant
may be submitted safter filing if sufficient cause is shown for not
submitting it at the time of filing. Note that paragraph (b) of this
section requires that the spplicant be the inventor if the United
States of America is designated.

(e) Any indication of different applicants for the purpose of dif-
ferent Designated Offices must be shown on the Request portion of
the international application.

(f) Changes in the person, name, or address of the applicant of an
international application shall be made in accordance with PCT
Rule 18.5

37 CFR 1.422 When the inventor is dead. In case of the death of
the inventor, the legal representative (executor, administrator, etc.)

of the deceased inventor may file an internationa! applicstion whick
designates the United States of America.

37 CFR 1.423 When the inventor is insane or legally incapacitated.
In case an inventor is insane or otherwise legally incapacitated, the
legel representative (guardian, conservator, etc.) of such inventor
may file an international application which designates the United
States of America.

37 CFR 1.424 Joint inventors. Joint inventors must jointly file an
international application which designates the United States of
America; the signature of either of them alone, or less then the
entire number will be insufficient for an invention invented by them
jointly, except as provided in § 1.425.

37 CFR 1.425 Filing by other than inventor. () If & joint inventor
refuses to join in an international application which designates the
United States of America or cannot be found or reached after dili-
gent effort, the international application which designates the
United States of America may be filed by the other inventor on
behalf of himself or herself and the omitted inventor. Such an inter-
nationa} spplication which designates the United States of America
must be accompanied by proof of the pertinent facts and must state
last known address of the omitted inventor. The Patent and Trade-
mark Office shall forward notice of the filing of the international
application to the omitted inventor at said address.

(b) Whenever an inventor refuses to execute an international ap-
plication which designates the United States of America, or cannot
be found or reached after diligent effort, a person to whom the in-
ventor has assigned or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary interest in the matier
justifying such action may file the international application on
behalf of and as agent for the inventor. Such an international appli-
cation which designates the United States of America must be ac-
companied by proof of the pertinent facts and a showing that such
action is necessary to preserve the rights of the parties or to pre-
vent irrepareble damage, and must state the last known address of
the inventor. The assignment, written agreement to assign or other
evidence of proprietary interest, or a verified copy thereof, must be
filed in the Patent and Trademark Office. The Office shall forward
notice of the filing of the application to the inventor at the address
stated in the application.

Any resident or national of the United States of
America may file an international application in the
United States Receiving Office (PCT Article 9(1) and
(3), PCT Rule 19.1, 35 U.S.C. 361(a) and 37 CFR
1.412, 1.421). The concepts of residence and national-
ity are defined in PCT Rules 18.1 and 18.2. For the
purpose of filing an international application, the ap-
plicant may be either the inventor or the successor in
title of the inventor (assignee or owner). See also
§ 1820.02. '

However, the laws of the various designated coun-
tries regarding the requirements for applicants must
also be considered when filing an international appli-
cation. For example, the patent law of the United
States of America requires that, for the purposes of
designating the United States of America, the
applicant(s) must be the inventor(s) (35 U.S.C. 373,
PCT Article 27 (3)).

Where there are different applicants for different
States, at least one applicant designated for each State
must be entitled to file an international application
under PCT Article 9, and PCT Rule 184. See
§ 1820.09.

PCT Rule 19.2 relates to the situation where there
are several applicants for all the Designated States.
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1807 Agent or Common Representative
PCT ARTICLE 49

Right To Practice Before Intemationa! Authorities
Any sttorney, patent agent, or other person, having the right to
practice before the nations! Office with which the internationsl ap-
plicetion was filed, shall be entitled to practice before the Interna-
tional Buresu and the competent internations) Searching Authority
and competent International Preliminary Examining Authority in
respect of that application.

PCT RuULE 2
Interpretation of Certain Words
21 ‘“Applicant”

Whenever the word “applicant” is used, it shall be construed as
mezning elso the agent or other representative of the applicant,
except where the contrary clearly follows from the wording or the
nature of the provision or the context in which the word is vsed

such as in particular, where the provision refers to the residence or
nationality of the applicant.

22 “Agent”

Whenever the word “agent” is used, it shall be construed as
meaning any person who has the right to practice before interna-
tional suthorities as defined in Article 49 and, unless the contrary
clearly follows from the wording or the nature of the provision, or
the context in which the word is used, also the common representa-
tive referred to in Rule 4.8.

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood
that, if the nationsl law applied by the receiving Office or the com-
petent International Searching or Preliminary Examining Authority
requires the use of a sesl instead of z signature, the word, for the
purposes of that Office or Authority, shall mean seal.

PCT RULE 83
Right To Practice Before International Authorities

83.1 Proof of Right

The International Buresu, the competent International Searching
Authority, and the competent International Preliminary Examining
Authority, may reguire the production of proof of the right to
practice referred to in Article 49.

83.2 Information

(8) The nationgl Office or the intergovernmental organization
which the interested person is alleged to have a right to practice
before shall, upon request, inform the International Bureau, the
competent International Searching Authority, or the competent In-
ternational Preliminery Examining Authority, whether such person
hes the right to practice before it. :

(b) Such ianformation shell be binding upon the International
Buresu, the International Searching Authority, or the Internstional
Preliminary Examining Authority, as the case may be.

PCT RULE 90
Representation

90.1 Definitions
For the purposes of Rule 90.2 and Rule 90.3:
(i) “agent” means any of the persons referred to in Article

49;
(ii) “common representative” means the applicant referred to
in Rule 4.8.

90.2 Effects

(a) Any act by or in relation to an agent shall have the effect of
an act by or in relation to the applicant or applicants having ap-
pointed the agent.

(b) Any act by or in relation 10 a common representative or his
agent shall have the effect of an act by or in relstion to all the ap-

plicants.
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- ) If there 2re several agents appointed by the seme applicant or
gpplicants, any act by or in relation to any of the several sgents
shail have the effect of an act by or in relstion to the said spplicant
or applicants.

(d) The effects described in paragraphs (s), (b), and (c), shell
apply to the processing of the internstional spplication before the
receiving Office, the Internstions]l Buresuy, the Internstional Search-
ing Authority, and the Internstions! Preliminary Ezamining Au-
thority.

903 Appointment

(A) Appointment of any agent, or of any common representative
within the meaning of Rule 4.8(a), shall be effected by each appli-
cant, at his choice, either by signing the request in which the agent
or commom representative is designated or by a separate power of
attorney (i.e., & document appointing an agent or common repre-
sentative).

(b) The power of attorney may be submitted to the receiving
Office of the International Bureau. Whichever of the two is the re-
cipient of the power of attorney submitted shall immedisately notify
the other and the interested International Preliminary Examining
Authority.

(c) If the separate power of attorney is not signed as provided in
paragraph (2), or if the required separate power of attorney is miss-
ing, or if the indication of the name or address of the appointed
person does not comply with Rule 4.4, the power of attorney shall
be considered non-existent unless the defect is corrected.

(d) A general power of attorney may be deposited with the re-
ceiving Office for purposes of the processing of the international
application as defined in Rule 90.2(d). Reference may be made in
the request to such general power of attorney, provided that a copy
thereof is attached to the request by the applicant.

9.4 Revocation

(a) Any appointment may be revoked by the persons who have
made the appointment or their successors in title.

{b) Rule 20.3 shall apply, mutatis mutondis, to the document con-
taining the revocation.

37 CFR 1.455 Representation in international applications. (8) Ap-
plicants of international applications may be represented by attor-
neys or sgents licensed to practice before the Patent and Trade-
mark Office or by a common representative (PCT Art. 49, Rules
4.8 and 90 and § 1.341).

{b) Appointment of an agent, attorney or common representstive
(PCT Rule 4.8) must be effected either in the Request form, signed
by all applicants, or in a separate power of attorney submitted
either to the United States Receiving Office or to the International
Bureau.

(c) Powers of attorney and revocations thereof should be submit-
ted to the United States Receiving Office until the issuance of the
international search report.

(d) The addressee for correspondence will be as indicated in Sec-
tion 108 of the Administrative Instructions.

PCT ADMINISTRATIVE INSTRUCTION SECTION 106

Common Agent for Several Applicants

(a) In the cese of seversl applicants, eny agent designated under
Rule 4.7 in the reguest signed by all the applicants, or appointed
under Rule 90.3 in & separate power of attorney signed by all the
applicants, shall be considered & common agent.

(b) Where the international application is filed with reference to
& general power of attorney not signed by all the applicants, it shail
be sufficient for the purpose of appointment of a common agent
under Rule 90.3, if the request or a gseparate power of attorney is
signed by the applicant, who did not sign the general power of at-
torney.

PCT ADMINISTRATIVE INSTRUCTIGN SECTION 108
Correspondence Intended for the Applicant

() Any correspondence from an Internationa! Authority intend-
ed for the applicant, or, in the case of several applicants, the appli-
cants, shall be addressed as follows:



1808 MANUAL OF PATENT EXAMINING PROCEDURE

(i) Where the applicant has designated or appointed one agent,
correspondence shall be addressed to that agent. Where, in the
cese of several applicants, the applicants are represented by a
COmIMON representative or 4 common agent, correspondence shall
be addressed to that representative or that agent.

(ii) Where the applicant has designated several agents in the re-
quest, correspondence shall be addressed to the agent first men-
tioned therein. Where, in the case of several applicants, the appli-
cants have designated several common agents in the request, cor-
respondence shall be addressed to the common agent first men-
tioned therein. )

(iii) Where the applicant has appointed several agents in one or
more separate powers of attorney, correspondence shall be ad-
dressed to the agent first mentioned in the earliest filed and still
valid separate power of attorney. Where, in the case of several
applicants, the applicants have appointed several common agents
in one or more separate powers of attorney, correspondence shall
be addressed to the common agent first mentioned in the earliest
filed and still valid separate power of attorney.

(b) Any correspondence from an International Authority to the
applicant or his agent shall be marked with the file reference, com-
posed either of letters or numbers, or both, of the applicant or the
agent, if so indicated on the request Form, provided this reference
does not exceed ten characters. .

Any act by or in relation to an agent has the effect
of an act by or in relation to the applicant or appli-
cants who have designated the agent; any act by or in
relation to a common representative has the effect of
an act by or in relation to all the applicants; the fore-
going applies io the international phase (37 CFR
1.421(d) and 1.435). A power of attorney form is
found in Annex M1 of the PCT Applicant’s Guide.

Any attorney or agent registered to practice before
the United States Patent and Trademark Office may
be appointed as an agent under the Patent Coopera-
tion Treaty to file applications in the United States
Receiving Office (PCT Article 49 and PCT Rule 83)
and to prosecute the application before the Interna-
tional Authorities.

In the national (or regional) phase, other agents
usually have to be appointed (PCT Rule 90.2). The
national laws of the designated states govern the ap-
pointment of agents or attorneys in the national stage.

‘Powers of attorney should be submitted to the
United States Receiving Office until the Search
Report has issued in order that communications may
be correctly addressed. After the Search Report has
issued, powers of attorney should be submitted to the
International Bureau.

General powers of attorney are recognized for the
purpose of filing and prosecuting an international ap-
plication before the international authorities. The
original general power of attorney should be deposit-
ed with the PCT Division in the Patent and Trade-
mark Office and any applications relying thereon must
include a copy thereof. A general power of attorney
form is in Annex M2 of the “PCT Applicant’s
Guide.”

See also § 1820.04 for the power of attorney on the
Request form.

1808 Revocation of the Appointment of an Agent
or a Common Representative

37 CFR 1.475 Changes in person, name, or address of applicants
and inventors. All requests for s change in person, name or address
of applicants and inventor should be sent to the United States Re-
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ceiving Office until the time of issusnce of the international search
report. Thereafter requests for such changes should be submitted to
the Internationa! Buresu.

The document containing the revocation must be
signed by the applicant or, where there are several
applicants, by all the applicants. It must be submitted
to the Receiving Office or the International Bureau
(PCT Rule 90.4).

Revocations should be submitted to the United
States Receiving Office until the time the Search
Report has issued. After the Search Report has issued,
revocations should be sent to the International
Bureau.

1810 Filing Date Reguirements
PCT ARTICLE 11

Filing Date and Effects of the International Application

(1) The receiving Office shall accord as the international filing
date the date of receipt of the international application, provided
that that Office has found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons of resi-
dence or nationality, the right to file an international application
with the receiving Office,

(i) the international application is in the prescribed language,

(iii) the international application contains at least the following
elements:

(2) an indication that it is intended as an international appli-
cation

(b) the designation of at least one Contracting state,

(c) the name of the applicant, as prescribed,

(d) a part which on the face of it appears to be a description,

(e) a part which on the face of it appears to be a claim or
claims.

(2)(a) If the receiving Office finds that the intermational applica-
tion did not, at the time of receipt, fulfill the requirements listed in
paragraph (1), it shall, as provided in the Regulations, invite the ap-
plicant to file the required correction.

(b) If the applicant complies with the invitation, as provided in
the Regulations, the receiving Office shall accord as the interna-
tional filing date the date of receipt of the required correction.

(3) Subject to Article 64(4), any international application fulfill-
ing the requirement listed in items (i) to (iii) of paragraph (1) and
accorded an international filing date shall have the effect of a regu-
lar national application in each designated State as of the interna-
tional filing date, which date shail be considered tc be the actual
filing date in each designated State.

(4) Any international application {ulfilling the requirements listed
in items (i) to (iii) of paragraph (1) shall be equivalent to a regular
national filing within the meaning of the Paris Convention for the
Protection of Industrial Property.

35 US.C. 363 International application designating the United
States: Effect. An international application designating the United
States shall have the effect, from its internaticnal filing date under
article 11 of the treaty, of a national application for patent regularly
filed in the Patent Office except as otherwise provided in section
102(e) of this title.

35 U.S.C. 376 Fees. (a) The required payment of the international
fee, which amount is specified in the Regulations, shall be paid in
United States currency. The Patent Office may also chérge the fol-
lowing fees:

(1) A transmittal fee (see section 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid when required);

(4) A national fee (see section 371(c));

(5) A special fee (to be paid when required; see section 372(c));

(6) Such other fees as established by the Commissioner.

(b) The amounts of fees specified in subsection (2) of this section,
except the international fee, shall be prescribed by the Commission-
er. He may refund any sum paid by mistake or in excess of the fees
s0 specified, or if required under the treaty and the Regulations.
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The Commssioner may also refund any part of the search fes,
where he determines such refund to be warranted.

37 CFR 1.431 International application requirements.

(2) An international application shall contain, as specified in the
Treaty and the Regulations, a Request, a description, one or more
claims, an abstract, and one or more drawings (where required).
(PCT Art. 3(2) and Section 207 of the Administrative Instructions.)

(b) An international filing date will be accorded by the United
States Receiving Office, at the time of receipt of the international
application, provided that:

(1) The applicant is a United States resident or national (35
U.S.C. 36X(a), PCT Art. 11(1X1)).

(2) The international application is in the Erglish language (35
U.S.C. 361(c), PCT Art. 11(1)ii)).

(3) The international application contains at least the following
elements (PCT Art. 11(1)(iii)):

(i) an indication that it is intended as an international applica-
tion (PCT Rule 4.2);

(ii) the designation of at least one Contracting State of the In-
ternational Patent Cooperation Union;

(iii) the name of the applicant, as prescribed (note § 1.422);

(iv) a part which on the face of it appears to be a description;
and

(v) a part which on the face of it appears to be a claim.

(c) Payment of the basic portion of the international fee (PCT
Rule 15.2) and the trensmittal and search fees (§ 1.445) shall be
made in full at the time the international application papers re-
quired by paragraph (b) of this section are deposited. Failure to
make full payment on the same date as the deposit of the interna-
tional application papers required by subparagraph (b) of this sec-
tion will result in the international application being considered
withdrawn (PCT Art 14(3)a)).

37 CFR 1.445 International application filing and processing fees.
(a) The following fees and charges are established by the Patent
and Trademark Office under the authority of 35 U.S.C. 376:

(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT Rule 14)—
$125.00.

(2) A search fee (see 35 U.S.C. 36i(d) and PCT Rule 16)
where:

(i) No corresponding prior United States national application
with fee has been filed—$500.00.

(ii) Corresponding prior United States national application
with fee has been filed-——$250.00. :

(3). A supplemental search fee when required (see PCT Art.
17(3)Xa) and PCT Rule 40.2) $125.00 per additional invention.

(4) The national fee, that is, the amount set forth as the filing
fee under § 1.16 (a) through (d) credited by an amount of $250
where an international search fee has been paid on the corre-
sponding international application to the United States as an In-
ternational Searching Authority. Where the amount of the credit
is in excess of that required for the national fee, a request for a
refund of the excess under § 1.446(b) may be filed at the time of
paying the national fee. Only one such credit is permitted based
on a single international search fee.

(5) A special fee when required (see 35 U.S.C. 372(c))—$10.00
per claim.

(b) The basic fee and designation fee portions of the international
fee shall be prescribed in PCT Rule 15,

THE “INTERNATIONAL FILING DATE”

An international filing date is accorded on the date
on which the international application was received
by the Receiving Office or—pursuant to the correc-
tion of defects—on a later date (PCT Articles 11(1)
and 11(2)b) and PCT Rules 20.1, 20.3, 20.4(a), 20.5,
and 20.6): in the former case, the international filing
date will be the date on which the international appli-
cation was received by the Receiving Office; in the
latter case, the international filing date will be the
date on which the correction was received by the Re-
ceiving Office. Any correction has to be submitted by
the applicant within certain time limits. Where all the

sheets pertaining to the same international application
are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the ap-
plication will be amended to reflect the date on which
the last missing sheets were received. As an amended
date of receipt may cause the priority claim to be for-
feited, applicants should assure that all sheets of the
application are deposited with the Receiving Office
on the same day. For particulars see PCT Rule 20.2.

CONDITIONS THAT MusT BE FULFILLED FOR THE IN-
TEKNATIONAL APPLICATION TO BE ENTITLED TO
AN “INTERNATIONAL FILING DATE”

An “international filing date” will be accorded to
the international application by the United States Re-
ceiving Office if it finds that the conditions of PCT
Art. 11(1) and 37 CFR 1.431 are fulfilled.

NON-PAYMENT, INCOMPLETE PAYMENT OR LATE
PAYMENT OF FEES; EFFECT ON THE “INTERNA-
TIONAL FILING DATE”

The non-payment, incomplete or late payment of
the fees does not affect the filing date since the pay-
ment of fees is not an Article 11(1) requirement.
However, non-payment or incomplete payment of
fees due on filing will result in the Receiving Office
declaring that the international application is consid-
ered withdrawn (PCT Article 14(3)(a), PCT Raule
27.1(a) and 35 U.S.C. 361(d)). Although an interna-
tional application which has not received an interna-
tional filing date and an international application
which is considered to be withdrawn are both ex-
cluded from further processing in the international
phase, an international application which fulfills the
requirements necessary for being accorded an interna-
tional filing date may be invoked as a priority applica-
tion under the Paris Convention (PCT Article 11(4)
(if the conditions set by that Convention are fulfilled)
even where it will be considered as withdrawn for
non-payment of fees or other reasons.

In order to assist applicants in the case of mistakes
in fees or delays in meeting deadlines for fee payment,
PCT Rule 16 bis procedures may be used. See
§ 1827.01. :

1812 Elements of the International Application
PCT ARTICLE 3

The International Application

(1) Applications for the protection of inventions in any of the
Contracting States may be filed as international applications under
this Treaty.

(2) An international application shall contain, as specified in this
Treaty and the Regulations, a request, a description, one or more
claims, one or more drawings (where required), and an abstract.

(3) The abstract merely serves the purpose of technica! informa-
tion and cannot be taken into sccount for any other purpose, per-
ticularly not for the purpose of interpreting the scope of the protec-
tion sought.

(4) The international application shail:

(i) be in a prescribed language;

(ii) comply with the prescribed physical requirements;

(iif) comply with the prescribed requirement of unity of inven-
tion;

(iv) be subject to the payment of the prescribed fees.
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PCT RULE 9
Expressions, etc., Not To Be Used

9.1 Definition

The internationzl application shall not contain:

(i) expressions or drawings contrary to morality;

(i) expressions or drawings contrary to public order;

(iii) statements dispareging the products or processes of any
particular person other than the applicant, or the merits or valid-
ity of applications or patents of any such person (mere compari-
sons with the prior art shall not be considered disparaging per se);

(iv) any statement or other matter obviously irrelevant or un-
necessary under the circumstances.

9.2 Noting of Lack of Compliance

The receiving Office and the International Searching Authority
may note lack of compliance with the prescriptions of Rule 9.1 and
may suggest to the spplicant that he voluntarily correct his interna-
tional application accordingly. If the lack of compliance was noted
by the receiving Office, that Office shall inform the Competent In-
ternationzl Searching Authority and the Internations! Bureszu; if the
lack of compliance was noted by the International Searching Au-

thority, that Authority shall inform the receiving Office and the In-

ternational Bureau.

9.3 Reference to Article 21(6)

“Disparaging statements,” referred to in Article 21(6), shall have
the meaning as defined in Rule 9.1(jii).

PCT RuLE 10
Terminology and Signs

10.1 Terminology and Signs

(2) Units of weights and measures shall be expressed in terms of
the metric system, or also expressed in such terms if first expressed
in terms of a different system.

(b) Temperatures shall be expressed in degrees Celsius, or also
expressed in degrees Celsius, if first expressed in a different manner.

(c) (deleted)

(d) For indications of heat, energy, light, sound and magnetism,
as well as for mathematical formulse end electricel units, the rules
of internstional practice shall be observed; for chemical formulae
the symbols, atomic weights, and molecular formulae, in general
use, shall be employed.

(e) In general, only such technicsl terms, signs and symbols
ghould be used as are generally accepted in the art.

(f) When the international application or its translation is in Eng-
lish or Japanese, the beginning of any decimal fraction shall be
marked by e period, whereas, when the international application or
its translation is in a language other than English or Japanese, it
shell be marked by & comma. .

10.2  Consistency

The terminology and the signs shall be consistent throughout the
international application.

PCT RULE 12
Language of the Internatianal Application

12.1 Internstional Application

Any internstional application shall be filed in the language, or
one of the languages specified in the agrecment concluded between
the Internstional Buresu and the International Searching Authority
competent for the international searching of that application, pro-
vided thet, if the sgreement specifies several languages, the receiv-
ing Office may prescribe smong the specified langusges that lan-
gusge in which or those lengusges in one of which the internation-
&l epplication must be filed.

12.1 Changes in the International Application

Any changes in the international application, such as amendments
and corrections, shall be in the same langusge as the ssid applice-
tion (cf. Rule 66.5).

PCT ADMINISTRATIVE INSTRUCTION SECTION 207

Arrangement of Elements and Numbering of Sheets of the
International Application

(2) In effecting the sequential numbering of the sheets of the in-
ternational application in accordance with Rule 11.7, the elements
of the international application shall be placed in the following
order: the request, the description, the clsims, the shetract, the
drawings.

(b) The sequentizl numbering of the sheets shall be effected by
using three separate series of numbering, the first series applying to
the request only and commencing with the first sheet of the se-
quest, the second series commencing with the first sheet of the de-
scription and continuing through the claims until the last sheet of
the abstract, and the third series being applicable to the sheets of
the drawings only and commencing with the first sheet of the
drawing.

Any international application must conigin the fol-
lowing elements: Request, description, claim or
claims, abstract and one or more drawings (where
drawings are necessary for the understanding of the
invention (PCT Article 3(2) and PCT Article 7(2)).
The elements of the international application are to be
arranged in the following order: the Request, the de-
scription, the claims, the abstract, and the drawings
(PCT Administrative Instructions, Section 207 (g)).
All the sheets contained in the international applica-
tion must be numbered in consecutive Arabic numer-
als by using three separate series of numbers; the first
applying to the Request, the second to the descrip-
tion, claims and abstract, and the third to the draw-
ings (PCT Rule 11.7 and PCT Administrative Instruc-
tions Section 207(b)). Only one copy of the interna-
tional application need be filed in the United States
Receiving Office (37 CFR 1.433(a)).

1815 Formal Requirements of an International
Application

PCT RuLEe 11
Physical Requinmenls' of the International Application

11.1  Number of Copies

(2) Subject to the provisions of paragraph (b), the internstional
spplication and each of the documents referred to in the check list
(Rule 3.3(aXii)) shall be filed in one copy.

{b) Any receiving Office may require that the internationsl appli-
cation and any of the documents referred to the check list (Rule
3.3(=)ii)), except the receipt for the fees paid or the check for the
payment of the fees, be filed in two or three copies. In that case,
the receiving Office shall be responsible for verifying the identity
of the second and the third copies with the record copy.

11.2  Fitness for Reproduction

(a) All elements of the international application (i.e., the request,
the description, the claims, the drawings, and the abstract) shall be
so presented as to admit of direct reproduction by photography,
electrostatic processes, photo offset, and microfilming, in emy
number of copies.

(b) All sheets shail be free from creases and cracks; they shall not
be folded.

(c) Only one side of each sheet shall be used.

(d) Subject to Rule 11.10{d) end Rule 11.13(j), each sheet shall be
used in an upright position (i.c., the short sides at the top end
bottom).

180010
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113 Material to be Used

All elements of the international application shall be on paper
which shall be flexible, strong, white, smooth, non-shiny, and dura-
ble.

11.4 Separate Sheets, Erc.

(a) Each element (request, description, claims, drawings, abstract)
of the international application shall commence on a new sheet.

(b) All sheets of the international application shall be so comnect-
ed that they can be essily turned when consulied, and easily sepa-
rated and joined again if they have been separated for reproduction

purposes.

11.5 Size of Sheets

The size of the sheets shall be A4 (29.7 cm. x 2] cm.). However,
any receiving Officer may accept international applications on
sheets of other sizes provided that the record copy, as transmitted
to the International Bureau, and, if the competent International
Searching Authority so desires, the search copy, shall be of A4
size.

11.6 Margins

(a) The minimum margins of the sheets containing the request,
the description, the claims, and the abstract, shall be as follows:

-~top: 2 cm.
—Ileft side: 2.5 cm.
-—right side: 2 cm.
—bottom: 2 cm.

() The recommended maximum, for the margins provided for in
paragraph (a), is as follows:

—top: 4 cm.

—left side: 4 cm.

~right side: 3 cm.

—bottom: 3 cm.

(c) On sheets containing drawings, the surface usable shall not
exceed 26.2 cm. x 17.0 cm. The sheets shall not contain frames
around the usable or used surface. The minimum margins shall be
as follows:

—top: 2.5 cm.

—left side: 2.5 cm.

—right side: 1.5 cm.

—bottom: 1.0 cm.

(d) The margins referred to in paragraphs (&) to (c) apply to 4A-
size sheets, so that, even if the receiving Office accepts other sizes,
the Aé4-size record copy and, when so required, the Aé-size record
copy and, when so required, the 4A-size search copy shall leave the
aforesaid margins.

(e) The margins of the international application, when submitted,
must be completely blank.

11.7 Numbering of Sheets

(a) All the sheets contained in the international application shall
be numbered in consecutive arabic numerals.

(b) The numbers shall be placed at the top of the sheet, in the
middle, but not in the margin.

11.8 Numbering of Lines

(a) It is strongly recommended to numbers every fifth line of
each sheet of the description, and of each sheet of claims.

(b) The numbers should appear on the left side, to the right of
the margin.

11.9 Writing of Text Matter

(8) The request, the description, the cleims and the abstract shall
be typed or printed.

(b) Only graphic symbols and characters, chemical or mathemat-
ical formulae, and certain characters in the Japanese language may,
when necessary be written by hand or drawn.

(c) The typing shall be 1%-spaced.

(d) All text matter shall be in characters the capital letters of
which are not less than 0.21 cm. high, and shall be in 2 dark, indel-
ible color, satisfying the requirements specified in Rule 11.2.

(e) As far as the spacing of the typing and the size of the charac-
ters are concerned, paragraphs (c) and (d) shall not apply to texts in
the Japanese language.

1110 Drawings, Formulae, and Tables, in Text Matter

(a) The request, the description, the clsims and the abstract shail
not contain drawings.

(b) The description, the claims and the abstract may contain
chemical or mathematical formulae.

(c) The description and the abstract may contain tsbles; any
claim may contain tables only if the subject matier of the cleim
makes the use of tables desirable.

(d) Tabies and chemical or mathematical formulae may be places
sideways on the sheet if they cannot be presented satisfactorily in
an upright position thereon; sheets on which tables or chemical or
mathematical formulae are presented sideways shall be so presented
t:at the tops of the tables or formulee are at the left side of the
sheet. .

11,11  Words in Drawings

(a) The drawings shall not contain text matter, except & single
word or words, when absolutely indispensable, such as “water,”
“steam,” “open,” ‘“closed,” “section on AB,” and, in the case of
electric circuits and block schematic or flow sheet diagrams, a few
short catch words indispensable for understanding,.

(b) Any words used shall be so placed that, if translated, they
may be pasted over without interfering with any lines of the draw-

ings.

11.12  Alterations, etc.

Ezach sheet shall be reasonably free from erasures and shall be
free from alterations, overwritings, and interlineations, Non-compli-
ance with this Rule may be authorized if the authenticity of the
content is not in question and the requirements for good reproduc-
tion are not in jeopardy.

11.13 Special Requirements for Drawings

(a) Drawings shall be executed in durable, black, sufficiently
dense and dark, uniformly thick and well-defined, lines and strokes
without colorings.

(b) Cross-sections shzll be indicated by obligue hatching which
should not impede the clear reading of the reference signs and lead-
ing lines.

(c) The scale of the drawings and the distinctness of their graphi-
cal execution shall be such that a photographic reproduction with a
linear reduction in size to two-thirds would enable all details to be
distinguished without difficulty.

(d) When, in exceptional cases, the scale is given on a drawing, it
shall be represented graphically.

(e) All numbers, letters, and reference liies, appearing on the
drawings, shall be simple and clear. Brackets, circles or inverted
commas shall not be used in association with numbers and letiers.

(D All lines in the drawings shall, ordinerily, be drawn with the
aid of drafting instruments.

() Each element of each figure shall be in proper proportion to
each of the other elements in the figure, except where the use of a
different proportion is indispensable for the clerity of the figure.

(h) The height of the numbers and letters shafl not be less than
0.32 cm. For the lettering of drawings, the Latin and, where cus-
tomary, the Greek alphabets shall be used.

(i) The same sheet of drawings may contain several figures,
Where figures on two or more sheets form in effect & single com-
plete figure, the figures on the several sheets shall be so arranged
that the complete figure can be sssembled without concealing amy
part of any of the figures appearing on the various sheets.

() The different figures shall be arranged on & sheet or sheets
without wasting space, preferzbly in an upright position, clearly
separated from one another. Where the figures are not arranged in
an upright position, they shall be presented sideways with the top
of the figures at the left side of the sheet.
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(k) The different figures shall be numbered in arabic numerals
consecutively and independently of the numbering of the sheets.

(1) Reference signs not mentioned in the description shall not
appear in the drawings, and vice versa.

(m) The same features, when denoted by reference signs, shall,
throughout the international application, be denoted by the same
_ signs.

(n) If the drawings contain & lerge number of reference signs, it is
strongly recommended to attach a separate sheet listing all refer-
ence signs and the features denoted by them.

11.14 Later Documents

Rules 10, 11.1 to 11.13 elso apply to any document—for example,
corrected pages, amended claims—submitted after the filing of the
international application.

11.15 Translations

No designated Office shall require that the translations of an in-
ternational application filed with it comply with requirements other
than those prescribed for the international application as filed.

37 CFR 1.433 Physical requirements of international application.
(a) The internationa! epplication and each of the documents that
may be referred to in the check list of the Request (PCT Rule
3.3(a)ii)) shall be filed in one copy only.

(b) All sheets of the international application must be on A4 size
paper (21.0 x 29.7 cm.).

(c) Other physical requirements for international applications are
set forth in PCT Rule 11 and Sections 201-207 of the Administra-
tive Instructions.

The international application must comply with cer-
tain physical requirements, e.g., requirements concern-
ing: fitness for reproduction (PCT Rule 11.2), the size
of the sheets (PCT Rule 11.5,) the margin sizes (PCT
Rule 11.6), the numbering of the lines in the descrip-
tion and claims (PCT Rule 11.8), the writing of text
materials (PCT 11.9), etc. The specifics of each of
these requirements are set forth in PCT Rule 11; how-
ever, two major requirements in application format
are to be especially noted. The first requirement is
that all papers in the international applications be
“A4” size, which is 29.7 cm. by 21 cm. (PCT Rule
11.5) (approximately 11!'Y1e¢ inches by 8% inches),
and the second is the requirement that the typing in
the application be at 1% spacing (PCT Rule 11.9(c)).
The international application must also be drafted to
satisfy certain other formal requirements. It must not
contain matter contrary to morality or public order,
disparaging statements, or obviously irrelevant or un-
necessary matter (PCT Rule 9). Units of weights,
measures and density should be expressed in terms of
the metric system, and temperatures in terms of de-
grees Celsius (PCT Rule 10). The general rule with
respect to terminology and signs is: only such techni-
cal terms, signs and symbols should be used as are
generally accepted in the art. An international appli-
cation filed in the United States Receiving Office
must be in th English language (PCT Rule 12.1 and
35 U.S.C. 361(c)). International applications which
comply with the PCT formal reguirements are accept-
able by all PCT member States (PCT Article 27(1)).

1820 The Request
PCT ARTICLE 4

The Request

(1) The request shall contain: L
(i) a petition to the effect that the internationsl application be
- processed according to this Treaty;

(i) the designation of the Contracting State or States in which
protection for the invention is desired on the basis of the interna-
tional appli.cation (“designated States™); if for any designated
State a regional patent is available and the applicant wishes to
obtain a regional patent rather than a netional patent, the request
shall so indicate; if, under & treaty concerning a regional patent,
the applicant cannot limit his application to certain of the States
party to that treaty, designation of one of those States end the
indication of the wish to obitzin the regional patent shall be treat-
ed as designation of all the States party to that treaty; if, under
the national law of the designated State, the designation of that
State has the effect of an application for & regional patent, the
designation of the said State shail be treated ss an indication of
the wish to obtain the regional patent;

(iii) the name of and other prescribed data concerning the ap-
plicant and the sgent (if any);

(iv) the title of the invention;

(v) the name of and other prescribed data concerning the in-
ventor where the national law of at least one of the designated
States requires that these indications be furnished at the time of
filing a national application. Otherwise, the said indications may
be furnished either in the request or in separate notices addressed
to each designated office whose national law reguires the furnish-
ing of the said indications but allows that they be furnished at a
time later than that of the filing of a nationa! application.

(2) Every designation shall be subject to the payment of the pre-
scribed fee within the prescribed time limit.

(3) Unless the applicant asks for any of the other kinds of protec-
tion referred to in Article 43, designation shall mean that the de-
sired protection consists of the grant of a patent by or for the desig-
nated State. For the purposes of this paragraph, Article 2(ii) shall
not apply.

(4) Failure to indicate in the request the name and other pre-
scribed data concerning the inventor shall have no conseguence in
any designated State whose national law requires the furnishing of
the said indications but allows that they be furnished at a time later
than that of the filing of a national application. Failure to furnish
the said indications in a separate notice shall have no consequence
in any designated State whose national law does not require the
furnishing of the said indications.

PCT RULE 3
The Request (Form)

3.1 Printed Form
The request shall be made on 2 printed form.

3.2 Availability of Forms

Copies of the printed form shall be furnished free of charge to
the applicants by the receiving Office, or, if the receiving Office so
desires, by the International Bureau.

3.3 Check List

(a8) The printed form shall contain a list which, when filled in,
will show: :

(i) the total number of sheets constituting the international ap-
plication and the number of the sheets of each element of the in-
ternational application (request, description, claims, drawings, ab-
stract).

(ii) whether or not the international spplication as filed is ac-
companied by a power of attorney (i.c., a document appointing
an agent or & common representative), a copy of a general power
of attorney, a priority document, a document relating to the pay-
ment of fees and any other document (to be specified in the
check list),

(iii) the number of that figure of the drawings which the appli-
cant suggests should accompany the abstract when the abstract is
published on the front page of the pamphlet and in the Gazette;
in exceptional cases, the applicant may suggest more than one
figure.

(b) The list shall be filled in by the applicant, failing which the
receiving Office shall fill it in and make the necessary snnotations,
except that the number referred to in paragraph (a)iii) shall not be
filled in by the receiving Office. '
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1.4  Particulars

Subject to Rule 3.3, particulars of the printed form shall be pre-
scribed by the Administrative Instructions.

PCT RuULE 4
The Reguest (Contents)

4.1 Mandatory and Optional Contents; Signature

(&) The request shall contain:

(i) a petition,

(ii) the title of the invention,

(iii) indications concerning the applicant and the agent, if there
is an agent,

(iv) the designation of States,

(v) indications concerning the inventor where the national law
of at least one of the designated States requires that the name of
the inventor be furnished at the time of filing a national applica-
tion.

(b) The request shall, where applicable, contzin:

(i) a priority claim,

(ii) & reference to any earlier international, international-type or
other search,

(iif) choices of certain kinds of protection,

(iv) an indication that the applicant wishes to obtain & regional
patent and the names of the designated States for which he
wishes to obtain such a patent,

(v) a reference to a parent application or parent patent.

(c) The request may contain (i) indications concerning the inven-
tor where the national law of none of the designated States requires
that the name of the inventor be furnished at the time of filing &
national application.

(ii) a request to the receiving Office to transmit the priority
document to the International Bureau where the application
whose priority is claimed was filed with the national Office or
intergovernmental suthority which is the receiving Office.

(d) The request shall be signed.

4.2 The Petition .

The petition shall be to the following effect and shall preferably
be worded as follows: “The undersigned requests that the present
international application be processed according to the Patent Co-
opersation Treaty.”

(See §§ 1820.01-1820.11 for PCT Rules 4.3-4.15)

® % [ [ ®

4.16 Transliteration or Translation of Certain Words

(a) Where any name or address is written in characters other
than those of the Latin alphabet, the same shall also be indicated in
characters of the Latin alphabet cither as @ mere transliteration or
through translation into English. The applicant shsll decide which
words will be merely transliterated and which words, will be so
tranglated.

(b) The name of any country written in characters other than
those of the Latin alphabet shall also be indicated in English.

4.17 No Additional Matter

(a) The request shall contain no matter other than that specified
in Rules 4.1 to 4.16.

37 CFR 1.434. The request. () The request shall be made on a
standerdized printed form (PCT Rules 3 and 4). Copies of such
printed Request forms are available from the Patent and Trademark
Office. Letters requesting such forms should be marked *“Box
PCT”

(b) The Check List portion of the Request form should indicate
esch document sccompanying the international application on
filing.

(c) All information, for example, addresses, names of States and
dates, shall be indicated in the Request as required by PCT Rule 4
and Administrative Instructions 110 end 201.

(d) International spplications which designate the United States
of America shall include:

(1) The name, address and signature of the inventor, except as
provided by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference to any copending nationa! application or interna-
tional application designeting the United States of America, if the
benefit of the filing date for the prior copending application is to be
claimed.

PCT ADMINISTRATIVE INSTRUCTION SECTION 303

Deletion of Additional Matter in the Reguest

Where, under Rule 4.17 (5), the receiving Office deletes ex gfficio
any matter conteined in the request, it shall do so by placing such
matter between square brackets and entering the word “DE-
LETED," or its equivalent in the language of the internationsl ap-
plication in the right-hand margin adjacent to the matter 5o placed
between brackets, and shall notify the applicant accordingly. If
copies of the international applicetion have already been sent to the
Internationsl Bureau and the Internationsl Searching Authority, the
receiving Office shall also notify that Bureau and that Authority.

The Request contains a petition to the effect that
the international application be processed according
to the PCT; it must contain certain bibliographic in-
formation (PCT Article 4(1), PCT Rules 3 and 4 and
37 CFR 1.434). The Request must be made on a print-
ed form (PCT/RO/101) to be filled in with the re-
quired information (PCT Rules 3.1, 3.2 and Adminis-
trative Instruction Section 102(b)). Any prospective
applicant may obtain English language Request forms
free of charge from the United States Patent and
Trademark Office, Box PCT, Washington, D.C.
20231. The PCT sets forth specific regquirements for
each element of bibliographic information on the Re-
quest form. The Request may not contain any matter
that is not specified in PCT Rule 4. Any additional
material will be deleted ex-officio (Administrative In-
struction Section 303).

APPLICANT OR AGENCY’S FILE REFERENCE

The applicant or agent may use a file reference
composed either of letters or numbers or both, pro-
vided the file reference does not exceed ten charac-
ters. If a file reference is indicated on the Reguest
form, any correspondence from an International Au-
thority to the applicant or agent will include it (Ad-
ministrative Instructions Section 108).

SUPPLEMENTAL Box

This box is used for any material which cannot be
placed in one of the previous boxes because of space
limitations. The supplemental information placed in
this box should be clearly entitled with the Box
number from which it is continued, e.g., “Continu-
ation of Box No IV.” If the supplemental box does
not contain sufficient space, the material should be
continued on an additional plain sheet of A4 size
paper. If such a continuation sheet ig used, it is num-
bered as an additional page 5 of the Request and
counted accordingly in the total number of sheets for
fee calculation purposes. The sheet should be entitled
“Continuation Sheet to the Request”.
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{The foliowing is to be filied in by the recemving Office)
INTERNATIONAL
INTERNATIONAL APPLICATION APPLICATION Ne:
UNDER THE INTERNATIONAL
PATENT COOPERATION TREATY FILING DATE:
REQUEST
THE UNDERSIGNED REQUESTS THAT THE PRESENT (Stamp)
INTERNATIONAL APPLICATION BE PROCESSED Name of receiving Office and “PCT International Application™
ACCORDING TO THE PATENT COOPERATION TREATY
Applicant's or Agent's File Reference
(indicated by applicant if desired) PCT=1

Bex No. 1  TITLE OF INVENTION
A SELF-LOCKING PIPE CLAMP FOR FIELD WELDING

BoxNe.Hl APPLICANT(WHETHER ORNOT ALSO INVENTOR); DESIGNATED STATES FOR WHICH HE/SHE/ITIS
APPLICANT., Use this box formdlcllmglhelpphclnlor if there are several applicants, one ofthem. If more than one person (includes, where
applicable, a legal entity) is involved, continue in Box No. II1.

The person identified in this box is (check one only): D applicant and inventor* applicant only

Name and address:**

XYZABC COMPANY, INC., a corporation of the Commonwealth
of Pennsylvania
Suite 1000
4500 Mason-Dixon Street
Anytown, Pennsylvania 16000
United States of America i
;I::ll:&té?:: :rg:n::dr.e) ( 412 ) Telegraphic address: 123-456 Teleprinter address: 123=456-7890
555-1212
United States of America

The person identified in this box is applicant for the purposes of (check one only): .

i all designated States except the United States the States indicated
all designated States Dlhe Um’led States of America of America only in the “Supplemental Box™

Country of nationality: Country of residence:*%*

United States of America

Box Ne. Ill FURTHER APPLICANTS, IF ANY; (FURTRER) INVENTORS, IF ANY; DESIGNATED STATES FOR
WHICH THEY ARE APPLICANTS (IF APPLICABLE) A separate sub-box hasto be filledin in respecl ofeach person (includes, where
applicable, & legal entity). If the following two sub- hoxes are insufficient, in the Box," (giving there for each addi-
tional person the same as those r d in the following two sub-boxes) or by usma & “continuation sheet.”

The person identified in this sub-box is (check one only): D applicant and inventor® D applicant only inventor onfy*
Name and address:**

Doe, John A.

4512 Milford Boulevard

Smithtown, North Dakota 00000

United States of America

2.~

If the person identified in this sub-box is applicans (or applicant and irventor), indicate also:

Corntey of nationality: Country of residence:***
and whether that person is applicani for the purposes of (check one only):
;i all designuted States except the United States the States indicated
D'" designated States Dlhe Um’led States of America of America only in the “Supplemental Box"
The person identified in this sub-box is (check one only): D ppli andi . D pphi only I-X_J inventor oniy®

Name azd address:**

Smith, R. Thomas, Jr.

123 South 40th Street
Smithtown, Morth Dakota 00000
United States of America

1f the person identified in this sub-box is appiicant (or appiicant and inventor), indicate aiso:

Country of aationzlity: Country of residence:***
and whether that person is applicant for the purposes of (check one only):
i a1l designated States excepl the United States the States indicsted

D'" designated States Dlhe Um‘led States of America of America only in the “Supplementa! Box”

4 If the person mdu:aled (L Ippllc.nl and mvenlor o;as inventor only” 1s not an /rventor for the purposes of all the designated States,
give the n the 1 J o%."

s® [ndicatethe name oru naturaf person by giving hu/her family name firstfoliowed by the given name(s). Indicate the name ofz legal entity by
its fult official d In both the postal code (if any) and the country (name).

%¢%  If resid is not indicated, it will be d that the country of residence is the same as the country indicated in the address.

Ferm: PCT/RO/ 1061 (first sheet) (Augest 1982) See notes on accompanying sheet
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Shest aumber ...2.

Bex Ne. IV AGENT (IF ANY) OR COMMON REPRESENTATIVE (IF ANY); ADDRESS FOR NOTIFICATIONS (IN

CER_TA!N CASES) a p may be app @ only if there are several applicants and if no agent is or has been
PP ithec p ive must be one of the appiicants.

The following person (includes, wh licable, a legal entity) is hereby/has b inted i

on kehalf of the applicani(s) before lel:: com :“ Intermat "”‘“‘ otit y: 1 Deen 45 dgent of 10 act
Name end eddress, including postal code end country (if the space below is used i d for an add for notificati , check here D IR

Miller, George A.
Miller and Washington
4900 Mason-Dixon Street
Anytown, Pennsylvania 16000
T (a12) O TR s
555-1212

792-146 Telieprinter address: 867-654-3210

Bex Ne. V DESIGNATION OF STATES; POSSIBLE CHOICE OF EUROPEAN PATENT; POSSIBLE CHOICES O

CERTAIN KINDS OF PROTECTION OR TREATMENT. Where the name of a State is followed by two check boxes, either o':

both of the boxes may be checked. The checking of both boxes results in both a European and a national petent being requested for the
ecking  fesl A ; 3

same State. D of Switzesi of L (and v
Euregenn Ratlona! Patent
Pateat  (if other national title
The following Ststes are hereby designated :*°* or treatment desired,
specify)*e

AT  Austria L] —
AU Australi Lo

BE Belgi D [no.national title svailable]

BE  Brezil ) ™
CHend LI  Switzerlend and Liechtenstein D —_—

DE  Federal Republic of Germany OO0 — [x]~AND AUXILIARY UTILITY MODEL

DE D k D
FI  Finlnd D

F& France D {no national title available} -
GB United Kingd 0O — 0O ’
H#U Hungsry D

JF  Japan {E

KP D ic People’s Republic of Korea

LE SriLanis

LU Luxembourg D_

MC M

MG Mad

MW Malawi

NL Netherland 0 —

NO Norway
EO R

SE Sweden  __ 0 —

§U Soviet Union

Lk IO IOOO0O0

US  United States of Americs

for which a European petent preceded by the codes AT, BE, CH and LI, DE, FR,

EP alt PCT Congracting States . 'E on these Ststes are those listed above whose names are
co
may be requasted GB, LU, NL and SE and (specify names of any others). . ..............

QA OAPI (Cameroon, Central African . OAPE Paisnt
h 3 {if other OAPI titie
Re::lb.ll'c‘.rCI::)d. Congo, Gabon, ... E desired, specify)**

Spece reserved for designating countries which become perty to the PCT after the issuance of the present form (June 22, 1982):

~ Mauritania (OAPI)

. An add for the sending of notifications for a sole spplicant or for a common reptesentative may be indicated if no agent has been
pointed to rep ¢ li or, if there are several applicants, alj of them, ) )
ss i gnother kind of p ion ot a title of add is desired or if, in the United States of America, treatment as a continuation or & con-
inugtion in part is desired, indi ding to the i ions given in the Notes to Box No. V. . ,
es¢  The spplicani's chaice of the order of the d may be indicated hecking the boxes of the d d States with

arabic rumerals (see also the Notes to Box No. V).
eses  When this box is checked, none of the other boxes in the columa “European patent” should be checked.

Ferm PCT/RO/ 161 (secend thoet) (Angust 1982) . See notes of accompanying ahoet
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Sheet numbtr...:i...

Supplementzal Box. Use this box in the following cases:

(1) if more than three persons are involved as applicants and/or iventors; in such cese, write “Continuation of Box No. 1" and indicate
far each sdditionsl person the same type of information as required in Box Neo. NI;

(i} if, in Box No. Il or any of the sub-boxes af Rox No. IIl. the indicatior “the States indicated in the 'Suppl I Box, " Is checked; in
such case, write “Continuation of Box No. 1" or *Continuation of Bax No. il1" or “Continuation of Boxes No. il and No, Iff* ?ls the case may
be), indicate the name of the applicant(s) involved and, next to (each) such name, the couniry or countries (or EP or OA, il spplicable) for
the purposes of which he/she/it is applicant;

(iii) if. in Box No. Il or any of the sub-boxes of Box No. 1ll, a person indicated as “applicent and i ®or"i oRly " is not il
Jor the purposes of all designated States or for the putposes of the Urited States of America; in such case, write “Continuation of Box No. (1"
or *Continuation 0, Box No. 11" or “Continunation of Boxes No. 11 and No. 11I” (as the case may be), indicaic the name of the inventor and,
next to such name, the country or countries {or EP or OA, if epplicable) for the purposes of which the named person is inventor; =

(iv) if there is more tharn ore agent and their addresses are not the samie; in such case, write “Contiuation of Box No. IV* and indicate for
each additional agent the same type of information as required in Box No. IV;

(v) . in Box No. V, the name of any country (or OAPI) is accompanied bg the indication “patent of addition, " “certij of addition, * pr
~inventor’s certificate of addition, * or if, in Box No. V, the name oérhe United States of America is accompanied by an indicatior *Continuation™. :
or “Continuation in part”; in such case, write “Continuation of Box No. V" and the name of each country involved {cr QAPL), and after the 3
name of nlqh such country {or OAPI), the number of the parent title or pasent application and the date of grant of parent title or filing of H
parent application;

(vi) if there are more than three earlier applications whose priority is claimed; in such case, indicate “Continuation of Box MNo. VI” and
indi for each additional earlier application the same type of information as required in Box No. VI;

(vii) if, in any of the Boxes, the space is insufficient 1o furnish alf the information; in such case, write “Continuation of Box No. ..." [indi-
cate the number of the Box] and furnish the information in the same matiner &s required according to the captions of the Box in which the
space was insufficient.

Continuation of Box No. IV:~

Washington, George A.
Jones, Franklin F.
Johnson, Lawrence P.

All above attorneys are members of the firm of
Miller and Washington. Address, Etc., of all is
as indicated in Box 1IV.

If this Supplementzl Box is not used, this sheet need not be included in the Request.

Form PCT/RO/ 10 (supplemental sheet) (Augrst 1982) See notes on accompanying sheet
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Sheet number,.ﬁ.‘.
Box No. VI PRIORITY CLAIM (IF ANY). The priority of the following eatlier spplication(s) is hereby cleimed:

Country (coufitry in which it Filing Date Application No. Office of Filing (fill in saly if
was filed if national application; (day, month, year) the earlier application is 4n
one of the countries for which it internationa!  epplication
was filed if regionsl or interna~ or & regicnal epplicetion)

tional application)

M pg 25 MARCH 1982 999,999

2)

[e}]

(Letter codes may be used to indicate country and/or Oflice of filing)

When the earlier application was filed with the Office which, for the purposes of the present international application, is the receiving Office,
thee applicant may, against payment of the required fee. ask the following:
the receiving Qfﬁce is hereby fequested to prepare and trensmit to the International Bureau a ceriified copy of the above-mentioned
carlier application/of the carlier applications identified above by the numbers (insert the applicable numbers)

Box No. VIi EARLIER SEARCH (IF ANY). Fill in where a search (international, i ional-type or other) by the International
Searching Authorily has already been requested (or completed) and the said Authority is now d to base the i ional search,
to the extent possible, on the results of the said carlier search. [dentify such search or request either by reference to the relevant applice-
tion (or the translation thereof) or by reference to the search request.

Interaictional application number or International/tegional/nationat
number and countty (or regional filing date
Office) of other epplication:

Date of request for search: Number (if available)
given to search request:

Bex No. VIII SIGNATURE OF APPLICANT(S) OR AGENT

,‘DaujL 4 Te’ni/s '

Paul A. Jones
Vice-President i
XYZABC Company, Inc. :

If the present Request form is signed on behalf of any applicant by an agent, a separate power of attorney appointing the agent and signed by
the epplicant is required. I in such case it is desired to make use of a g | power of (deposited with the receiving OfTice), a copy
thereof must be attached to this form.

- Bex Ne.IX CHECK LIST (To be filled in by the Applicant) Tl!l“sil"ﬂ“b . ional application as filed is ied by theitems
checked below:

‘This international ficati ins the following number of

sheets: 1. D separale signed power of attorney
1. req 4 sheets | 5 D copy of general power of attorney

TR T4
2,' cescription i sheets 3. D priority document(s) (see Box No. Vi)
3. claims sheets
4 o i sheets 4. D receipt of the fees paid or revenue stamps
S, drawings 1 sheets 5. D cheque for the payment of fees
Tetsl . 11 sheets | 6. @ request to charge deposit account
Figure number 1 ........... of the drawings (if any) is suggested 1. @ other document (specify)
to y the zb for publi

Transmittal letter
(The followlag is 1o be filled in by the receiviag Office)

1. Date of actual receipt of the purported international ap plication:

2. Corrected date of actual receipt due to later but timely received papers
or drawings completing the purported international application:

3. Date of timely receipt of the required corrections under Article 11 of the PCT:

Drawings D Received D No Drawings

(The (ellowing Is to be filled in by the laternstional Buresn)

»

Date of receipt of the record copy:

Form PCT/RO/161 (last sheet) (August 1982) See notes on accompanying sheet
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1820 MANUAL OF PATENT EXAMINING PROCEDURE

THIS SHEET DOES NOT COUNT AS A PAGE OF THE INTERNATIONAL APELICATION

o BEELEYHUMEER
This column
XYZABC COMPANY, INC. PCT-1 coming
RO/US REGCEIPT DATE INTERNATIOMAL APPLICATION NUMBER BATE Office

UNITED STATES RECEIVING OFFICE FEE CALCULATION SHEET!
FEES SUBMITTED OR AUTHORIZED:

1. TRANSMITTAL FEE? ...oociuiiiinicrniiiniianctatansnanesnsiossonncstesstaestantssssastassennss mn S ——

\ . | VN "
tl. SEARCH FEE", . . International Search to be conducted by (Check one) = e
ISA/US (US PTO) ...vevunnnrnenn.. 250,00 ﬂ R
§2

) 1SA/EP (Bur. Pat. Off.) ...........

Il INTERNATIONAL FEE ¢

BASIC FEES
Indicate the number of SHEETS contained in the international application .

l 265.0& bl'
remaining = sheets X § - = [ l l

(multiply excess over 30 by

- b2
emount of supplement to Basic Fee)
Add amounts entered in boxes by and by and enter total in box B. 1265 00 I El
This figure is the amount of the BASIC FEE ~
DESIGNATION FEES6
Indicate the number of DESIGNATED STATES
for which National patents have been sought and dy
e o 2 x ¢_065.00 |130.00| I
92

first 30 sheets

multiply by the amount of the designation fee

Indicate the number of GROUPS of designated
States for which regional patents have been sought 1 x s 65.00 " 65.00

and multiply by the amount of the designation fee

— Note instructions regarding the application of designation fees below—

Add amounts entered in boxes d1 and d7 and entes total in box D. ["—‘_“F;]
This figure is the amount of the DESIGNATION FEES 195.00
Add amounts entered in boxes B and D, and enter total in box I. [———'IT]
This figure is the amount of the INTERNATIONAL FEE 460,00

1V, TOTAL FEES SUBMITTED OR AUTHORIZED:
Add amounts entered in boxes T, S and I, and enter total in the totaf box. This
figure is the total amount of the FEES SUBMITTED or AUTHORIZED IQ1AL

Payment must be made in United States currency. Checks, postal money orders or bank drafic misl be made payable to the
Commissioner of Patents and Trodemarks, Peyment may also be meade by authorization to charge to @ Patent end Trademerk
Office deposit account.

DEPOSIT ACCOUNT AUTHORIZATION?
& The rO/US s hereby authorized to charged the total fees indicated above to my deposit account.
{33 The RO/US is hereby authorized to charge any deficiency or credit any overpayment in the total
fees indicated above to my deposit account. .
[ The RO/US is hereby autherized to charge my deposit account for preparation, certification
and transmittal of the priority document(s) identified in Box Vi of the Request form,

00-0000 25 MECH 1983 Bornge (7. Wiklon
" “Date

Bepoeit Account Number Signeture
IKSTRUCTIONSE REGARDING DESIGNATION FEES:

Usze the space below to indlcate, in order, thoge countries for which the designation fees submitted or suthorized sre (o be epplied. Include
after the neme of the country any indicetion thet e regionsl patent is ght. If no ies are indicsted below, the RO/US will apply the
desi ion fees submitted or authorized to the designated countries in the order in which those countries are listed in the Request.

Brazil
All States for which European patent protection is desired.

Note: Remainder of designation fees will be paid at end of priority yeal
See notes on reverse aide

Foem PCT/R0/ 168 (Anaex) (U.S. Verslan) (August 1982)
US. DEPARTMENT OF COMMERCE - Patent and Trademark Office
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NOTES TO THE REQUEST FORM (PCT/RO/161)

These Notes are intended to facilitate the filling in of the request
form. For autt :ntic information, se¢ the text of the Patent Cooperstion
Treaty and k¢ texts of the Regulations and the Administrative Instruc.
tions under that Treaty. (See also the PCT Applicant’s Guide, a pub-
lication of WIPO.) In case of discrepancy between these Notes and
the said texts, the latter are applicable.

“Article™ refers to Articles of the Treaty, “Rule” refers to Rules of
the Regulations and “Section™ refers to Sections of the Administra-
tive Instructions.

MARDATORY AND OPTIONAL CONTENTS OF THE REQUEST
“The request shall contain:

(i) a pelilion’almady pre-printed on the request form),

(it} the title of the invention, .

(i) indications concerning the applicant and the agent, if there
is an agent,

(iv) the designation of States,

(v) indications concerning the inventor where the national law
of at least one of the designated States requires that the name of the
inventor be furnished at the time of filing a national application.”
(Rule 4.1(a))

“The request shall, where applicable, contain:

(i) a priority claim,

(ii) a reference to any earlier international, intermational-type
or other search,

(i*) choices of certain kinds of protection,

(iv) an indication that the appli wishes to obtain a regional
patent and the names of the designated States for which he wishes to
obtain such a patent,
. l(b(” a reference to a parent application or parent patent.” (Rule

.1(b))

“The request may contain:

(i} indications conceming the inventor where the national law
of none of the designated States requires that the name of the inven-
tor be furnished at the time of filing & national application,

(i) a request to the receiving Office to transmit the priority
document to the International Bureau where the application whose
priority was claimed was filed with the national Office or intergovern-
mental authority which is the receiving Office.” (Rule 4.1(c))

“The request shali be signed.” (Rele 4.1(¢))

NOTES TO BOX Ne. 1

. Title of Invention. “The title of the invention shall be short
(preferably from two to seven words when in English or translated
into English) and precise.” (Rule 4,3)

NOTES TO BOXES Ne. Il sud W1
Apshicant

P “The teq shall indi
tionality and resi of the appli
cants, of each of them.” (Rule 4.5(s))

Difierens Apglicente for Different Designated Stetes. “The inter-
national application may indi different appli for the pur-
poses of different designated Stateg, provided that, in respect of each
designated State, at least one of the applicants indicated for the pur-
poses of tit State is entitled to file an international application ac-
cerding to Article 9 [ie., is a national or resident of a Contracting
State].” (Rule 18.4(s)) Where the United States of America is one of
the designated States the applicant or applicants named in respect of
the United States of America must be the inventor or inventors.

the name, address, na-
or, if there are several appli-

Irveater. “The request shall contain ...... the name of and other
prescribed data conceming the inventor where the nutional law of at
least one of the designated States requires that these indications be
furnished at the time of filing a national application ...... " (Anticle
4(1)(v}) “Where Rule 4.1(a)(v) applies, the req shall indi the

Where the national law of the designated Stste does not require the
indication of the house number, failure to indicate such number shall
have no effect in that State. It is recommended to indicste eny tele-
graphic and teleprinter add and teleph in respect of the
a?enl or common repfesentative or, in the zb of the designati

of an agent or ¢ ive i of the appli

rep in the [
first named in the request.” (Rube 4.4(¢)) “For each spplicant, inventor,
or agent, only one address may be indicated......" (pl‘gnle 4.4(d)) See,
however, the Notes 10 Box No. £V as 10 the indication, in that Box, in
centain cases, of an “address for notifications " for the applicant.

Natlonalliy. “The applicant’s nationality shall be indicated by
the name of the State of which he is & national.” (Rele 4.5(b))

Resld “The appli 's 1 e shail be indicated by the
name of the State of which he is a resident.” (Rule 4.5(c))

Nemes of States. “The name of any State referred to in the <e-
quest shall be indicated by the full name of the State or by a gener-
ally accepted short title which, if the indications are in English or
French shall be as appesrs in Annex A [i.e., Annex A to the Admin-
istrative Instructions under the PCT; the pre-printed names of PCT
Contracting States appearing in Box No. V of the request form are in
accordance with the said Annex A)." (Sectien 201(a), first sentence)

NOTES TO BOX No. IV

Agent or Commen Represeniative. When listing several agents,
list first the agent to whom it is desired that any correspondence shall
be addressed. (See Sectien 108) “If agents are designated, the request
shall so indicate, and shall state their names and addresses.” (Rule 4.7)
"If there is more than one applicant and the request does not refer to
an agent rep ing all the appli (“a agent”), the
request shall desig one of the appli who is entitled to file an
international application according to Article ¢ [i.e., is a national or
resid of a C ting State] as their common representative.”
(Rele 4.8(a))

Appeintment of Agent er C R i “App
of any agent, or of any common representative within the meaning of
Rule 4.8(a), shall be effected by ezch applicant, at his choice, either
by signing the request in which the agent or common representative
is desig d or by a te power of attorney (i.c., a document
appointing an agent or common representative).” (Rule $0.3(2)) “Where

+{ the international application is filed with reference to a general power

of attorney not signed by ali the applicants, it shall be sufficient for the
purpose of appoi of a agent under Rule 90.3, if the
request or & separate power of y is signed by the applicant,
who did not sign the generel power of attorney.” (Sectiea 106(5))

Address for Notifications. An address to which notifications may be
sent to the (sole) applicant or the cominon represeniative, when no agent
has been appointed, may be indicated in Box No. IV instead of the name
and address of an ageni: “For each applicant ...... , only one address
may be indicated exceFt that, if no agent has been appointed to represent
the applicant, or all of them if more than one, the applicant or, if there
is more than one applicant, the repr ive, may indicat
in addition to any other address ﬁiven in the request, an address to
which notifications may be sent.” (Ruie 4.4(d))

For Names (including Names of States) and Addresses, see Notes
to Boxes Nos. If and [II.

NOTES TO BOX Neo. V

Designsation of Ststes. “Contracting States shall be designated
in the request by their names.” (Rule 4.9) Note that after filing further
designations cannot be made.

The checking of the boxes of the designated States by means of

q I arabic will be taken as indicating the applicant's
choice of the order of the designations; if another form of checking is used,
the order will be taken as that in which the checked boxes appear on the
form. This order will only have any significance if the amount received for
the designation fees is insufficient to cover all the designations. In that
case, the amount received will be applied in payment of the fees for the
desi| i following the said order. (See Secticn 208 end Rules

name and address of the inventor or, if there are several i s,
of each of them.” (Ren 4.6(2)) “If the applicant is the inventor, the
request, in lieu of the indication under p h (a), shall contzin
a statement (o that effect (Rule 4.6(k)) * Where the national
law of the desi d State requires the indication of the nume of
and other prescribed data concerning the inventor but allows that
these indications be furnished at a time later than that of the filing
of a national spplication, the applicant shall, unless they were con-
tained in the request, furnish the said indications te the nati
Office of or acting for that State not later than at the expiration of
20 months from the priority date.” (Artlcle 22(1))

Neees. “Names of natural persons shali be indicated by the
person's family name and given name(s), the family name being in-
dicated before the given name(s).” (Rule 4.4(s)) “Names of legal
enliges shall be indicated by their full, official designations.” (Rule
4.4(b))

Addresses. “Addresses shall be indicated in such a way as to
satisfy the y requir or p postal delivery at the
indicated address and, in any case, shall consist of ali the relevant
administrative units up to, and includ the house , if any.

16bis.2(c) and 16bis.3(b))

Where one or more States are designated twice (ofice /or the pur-.

pases of a European ratent and once for the purposes of a national
patent), one designation fee musi be paid in respect of the European
patent and as many designation fees must be paid in rt:recl of the na-
tional patenis as there are designated States. (See Sectlen 203bis and
Rule If.l(ll))

Possible Cholces of Cerisle Kiude of Pretectior of Teestment, [f,
In any country where that Is possible, instead of a pateni, a national
title other than a patent is desired, write ?ﬂer the box of that country, the
name of the tiile, that Is, “peily pateni” (available in Ausiralia), “utilliy
model” (avallable In Brazil; the Federal Republic of Germany, Japan and
OAPI) or “invenior's centificate” (available in the Soviet Union). Where,
in the Federal Republic of Germany (only country in which these possibil-
ftles exist), In addition to a patens, a willlty model Is also desired, write,
after the box of that country “and wtility model” or, where subsidiarily to
a patent a utllity model Is desired, write, after the said box “and suxitisry
utllity medel*, (See Sectien 202)

1800-19
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Where, in respect of any countiy where that is possible, it is desired | other than an inteenationsl or inteenationaldype search, made by the
that the applicatior be treated as an application for o ceramn titfe "of | national Office or intergovesnmental organizstion which i the Inter-

addition” or as an application for a ¢ or a conti ILH

pant, write after the box of that country, the apprapriate words, that 15,
“patent of addition” (available in Australia, Austria, the Federal Repudlic
of Germany. Japan, Malawi, Sovier Union), “certificate of adduion” {avail !
able in Luxembourg, Moraco, OAPI). :nmuou a-mﬂmn' of addition®

{available in the Soviei Unjon), * jon in part”

(both available in :ht U-med Slalfs of America). lf lny of these indications
is vsed, indi in ! Bex™ the country for which such

is desires, lbe ber of the perent title ov parent spplication
ead the date of gi.nt of the parent title or tke date of filing of the parent
spplicatien, as the cese may be.

For Names of States. see Notes 1o Boxes Nos. Il and 1il.

NOTES TO BOX Ne. V1

Priority cleim “The declaration [contzining the priority ¢laim]
shall be made in the request; it shall ...... indicate:

(i) when the earlier pplication is not a 1 or an intema-
llonal apglication, the country in which it was filed; when the earlier
is a reg or an intemational apphcahon the country
or countries for which it was filed,
(ii) the date on which it was filed,
(iii) the number under which it was filed, and
(iv) when the earlier application is a regional or an international
application, the nauonnl Office or intergovernmental organization
with vhich it was filed.” Rule 4.10(s))

“If the request does not indicate both

(i) when the carlier application is not a regional or an interna-
nonal application, the country in which it was filed; when the earlier
is a of an international appllcluon at least one
country for which it was fied, and
(ii) the date on which it was filed,

the priority claim shall, for the purposes of the procedure under the
Trealy, be considered not to have been made ......" (Bule 4.10(b))

“If the application number of the earlier application is not indi-
cated in the request but is furnished by the applicant to the Interna-
tional Bureau prior to the expmuon ol’ lhe 16th month from the
priority date, it shall be id
been furnished in time ......" (Rule 4, ll)(c). nm sealence)

Centifled Cepy of Earlier Application. “Where the priority of an
earlier nationat application is claimed under Aricle 8 in the interna-
tional application, a2 copy of the said national application, certified
by the authority with which it was filed (“the priority document”),
shall, unless already filed with the receiving Office together with the |
mnterns be submitted by the applicant to the inter- !
national Bureau or to the receiving Office not fater than I6 inonths
atter the priority date or, in the case referred to in Article 23(2), not
later than at the time the processmg or examination is requested ...
(Rule 17.1(2), first unlcnce) Where the pnomy documenl is issued by
the receiving Office, the ap may, dof ing the priority ,
document, request lhe recenvmg Omce to transmit the priority document |
to the laternati . Such shall be made not later than |
the expiration of the apphcable time limit referred to under paragrnrh
(a) and | may be subjected by the receiving Office to the payment of a
fee ... " (Rule 17.1(k))

Dstes. "Any dalc in the international application, or used in |
any corresp from [nternational Authorities relat-
ing to the mlcmauonal application, shall be indicated by the Arabic
number of the day, by the name of the month, and by the Arabic;
number of the year.” (See Sectien 110)

KOTES TO BOX No. Vi

Eerller Searck. “If an international or international-type search
has been requested on an application under Article 15(5) or if the
applicant wishes the International Searching Authority to_base the |
international search renort wholly or in pari on the results of & search, ;

d States to have !

Searching Authority for the ter | apphs
1 cation, the request shall wm&m [) mtmm@ te thatl fact. Such reler-
.ence shell either identily the (oF s J us the

case may be) in respect of uhich the eatlier search was made by indi-
cating couniry, date and number, of the said seasch by indiceting,
zvh"c'r'e‘alpﬂlwnbls dale and number of the requesi for such search.

For Detes, see Nutes 10 Box No. V1.

NOTES T 80X Ne, YN

Slgnatuce. The sigratute (Rule 4.1(d)) munt be that of the ap-
phicant {if there are several apphicants all must sign (Rulw €.131), how
ever, the sigrature may be that of the agent (Rule J.1) where there s
attached to the request a separate power af aliorRey appoiRtng (he
agent or the copy of & general power of atiorney already in the posses-
sion of the recewving Office. The typing of the name of each person signing
the Request below the sigraiure is recommended. similarly, an indication
of the capacity in which the person signs (s recommended {f such cupacity
is not obvious frum a reading of the Request.

For Pewer of Alterwey afid Generul Fewer of Altatwey, ser Notes 10
Box No. 1X.

NOTES TO BOX Ne, I%
Check List (in general, wee Rule 3.))

Power of Atterwey, “The power of atlorney may be submitted to
the receiving Office or the Internstionel Buresu.” (Rele $8.3(b)) “If
the separate power of attorney is not signed ... or ... 8 missing, or
if the indication of the name or nddress of the uppomied person does
not comply with Rule 4.4, the power of attorney shall be considered
| nonexistent unless the defect 15 carrected.” (Rule $0.3(c))

. General Power of Aume% "A general power of atiorney may be
i deposited with the receiving Office for purposes of the processing of the
« internations! application es defined in Rule 90.2(d). Reference may be
made in the request to such general power of attorney, provided that &
copy lhercorls tizched to the req by the appi " {Rule 90.3(¢))

Opticnul Skeet, The oprional sheel containing indications corcerning
! deposited mlrmaryanlsms may, in most cases, be listed as an “other
| document.” This is not the case {f Japan is designated since the optional
i sheet is accepted in that case only if included in the sheets of the de-
;scrlpllon

I
[ NOTES TO “SUPPLEMENTAL BOX*

Different inventors {or Different (Gmups of) Designated Stetes.
"*The request may, lor different d States, indi different
1 persons 4s inventars where, in this respect, the requirements of the
national laws of the densnnled States are not the same. In such a
case, the request shall contain a separate statement for each desig-
nated Slate or group of States in which a particular person, or the
same person, 18 to be considered the inventor, or in which pam:ular
persons, or the same persons, are to be considered the inventors.”
I {Rufe 4.6(c))

Perent Application of Gramt, “I1f the applicant wishes his inter-
nallonal application to be treated, in any designated State, as an
|uppl|cnuon for & palent or centificate of addition, inventor's certif-
Jncme of addition, or ulility certificate of addition, he shall identif]
the parent application or the parent patent, parent inventor's certif-
- icate, or parent unluy certificate to which the patent or certificate of
.addmnn invenior's certificate of addilion, or utility certificate of
s addivion, if granted, relales, For the purposes of this paragraph Arti-
i cle 2(i) shall nol apply.” (Rufe 4.13) “If the applicant wishes his
{International apphication to be treated. in .my designated State, as an
luppl:cnuon for u ¢ or 4 ¢ n-in-part of an earlier
application, he shall o indicate in the request and “shall identify the
{ parent application involved.” (Rule 4.14
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SAMPLE (filed 25 March 1983)

PCT INTERNATIONAL APPLICATION TRANSMITTAL LETTER DATE:

REGARDING THE INTERNATIONAL APPLICATION OF DOCKET OR REFERENCE NUMBER
XYZABC COMPANY, INC. PCP=1

ENTITLED

A SELF-LOCKING PIPE CLAMP FOR FILED WELDING

To the United States Receiving Office (RQ/US):

Accompanying this transmittal letter is the above-identified International application, including a completed
Request form (PCT/RO/101). Please process the application according to the provisions of the Patent Cooper-
ation Treaty. :

The following requests are made of the RO/US:

l.m PREPARATION AND TRANSMITTAL OF CERTIFIED COPY OF PRIORITY DOCUMENTS—Please
prepare and transmit to the International Bureau a certified copy of the United States origin priority
documents identified in Box VI of the Request form (37 CFR 1.451).

To cover the cost of copy preparation and certification (37 CFR 1.19(a}(3) and (b)(1)),
& (check) {(money order) in the amount of & is attached to this transmittal letter.
the RO/US is hereby authorized to charge the following deposit account no.: 00=-0000

2.@ CHOICE OF INTERNATIONAL SEARCHING AUTHORITY--It is requested that the International
Search be performed by the following International Searching Authority:

(X United States Patent and Trademark Office (ISA/US)
D European Patent Office (ISA/EP)

The appropriate Search fee for the above-named Authority is indicated on the Fee Calculation Sheet
(PCT/RO/101 Annex).

3. E] SUPPLEMENTAL SEARCH FEES (ONLY WHEN ISA/US CONDUCTS THE INTERNATIONAL
SEARCH.)—Please charge any Supplemental Search fees that may 8% reguired by the United States
International Searching Authority (ISA/US) to deposit account no.: =0000
I underatand that this authorization is subject to my oral canfirmation thereof in each instance and that it in no way limits my right to submit

a protest against payment of the Supplemenial Search fees, but 1s merely an administrative aid to dssure that the ISA/US may timely complete
the Search Report.

NOTE: SUPPLEMENTAL SEARCH FEES FOR ISA/EP ARE PAYABLE DIRECTLY TO THE EUROPEAN
PATENT OFFICE

4.&] DISCLOSURE INFORMATION—In order to assist in screening the accompanying International appli-
’ cation for purposes of determining whether a license for foreign transmittal should and could be granted
and for other purposes, the following information is supplied:

A. DThere is no prior filed application relating to this invention.
B. '}_.{]There is a prior application, serial number 999,999 filed on _15 OCTOBER 1982
which contains subject matter that is
I.D substantially identical to that of the accompanying International application.
2.@ less than that of the accompanying International application. The additional subject

matter of the International application appears on pages(s) and line(s) _page 4, lines 14-23
3. D more than that of the accompanying International application.

C.DDisclosure information cannot be covered by the language of Points 4A or 4B above due to the
involvement of several prior applications or for other reasons. A separate sheet on
which the disclosure information is explained is attached to this transmittal letter.

5. REQUEST FOR FOREIGN TRANSMITTAL LICENSE—According to the provisions of 35 U.8.C.
184 and 37 CFR 5.11, a license to transmit the accompanying International application to foreign agencies
or international authorities is hereby requested.

SIGNER IS THE NAME OF SIGNER (typed)

[ anpLicant GEORGE A, MILLER

i

] common represenTaTIvE SIGNATURE

bsr 1 (aT70RNEY) (AGENT) &’ .
REG NO 20000 .
PTO-1382 (10-82) - U.S. Depariment of Commerce.

USCOMM-DC 82-4084 Paient end Trademark Office
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182001 Title of the Invention

PCT Rule 4.3 Title of the Invention

The title of the invention shall be short (preferably from two to
seven words when in Engilish or translated into English) and pre-
cise.

The Request must contain the title of the invention;
the title must be short (preferably 2 to 7 words) and
precise (PCT Rule 4.3). The title in Box No. I of the
Request is considered to be the title of the applica-
tion. The title appearing on the first page of the de-
scription (PCT Rule 5.1 (a)) and on the page contain-
ing the abstract should be consistent with the title in-
dicated in Box No. I of the Request form.

1820.02 Applicant

PCT Rule 4.4 Names and Addresses

(2) Names of natural persons shall be indicated by the person’s
family name and given name(s), the family name being indicated
before the given name(s).

(b) Names of legal entities shall be indicated by their full, official
designations.

(c) Addresses shall be indicated in such a way as to satisfy the
customary requiremets for prompt postal delivery at the indicated
address and, in any case, shall consist of all the relevent administra-
tive units up to, and including the house number, if any. Where the
national law of the designated State does not require the indication
of the house number, failure to indicate such number shall have no
effect in that State. It is recommended to indicate any telegraphic
and teleprinter address and telephone number of the agent or
common representative or, in the absence of the designation of an
agent or common representative in the request, of the applicant first
named in the request.

(d) For each applicant, inventor, or agent, only one address may
be indicated, except that, if no agent has been appointed to repre-
sent the applicant, or all of them if more than one, the applicant or,
if there is more than one applicant, the common representative,
may indicate, in addition to any other address given in the request,
an address to which notification shall be sent.

PCT Rule 4.5 The Applicant

(2) The request shall indicate the name, address, nationality and
residence of the applicant or, if there are several applicants, of each
of them.

(b) The applicant’s nationality shall be indicated by the name of
the State of which he is a national.

(c) The applicant’s residence shall be indicated by the name of
the State of which he is a resident.

The names of natural persons must be given with
the family name being indicated before the given
name (PCT Rule 4.4). The names of legal entities
should be given in full. All addresses should  be
spelled out in full and include the name of the coun-
try in order to assure correct publication of the infor-
mation. If the United States of America is designated,

the applicant must be the inventor at the time of filing

(35 U.S.C. 373).

The applicant of an international application for a
designated office other than the United States of
America may be either the inventor or the owner of
the invention. In cases where the inventor is the ap-
plicant for certain designated countries and the owrer
or assignee is the applicant for other designated coun-
tries, the names and other identifying information of
both must appear in Box No. II and Box No. III with
the appropriate boxes checked. Only one applicant’s
or inventor’s name should be listed in each Box.

MANUAL OF PATENT I.iXAMlNING PROCEDURE

It should be noted that at least one of the inventors
must be a resident or natioral of a PCT member
country in order for the application to enter the na-
tional stage in the United States of America. This
point involves two basic issues which must be ad-
dressed separately. One issue relates to the require-
ments for a valid designation of the United States of
America. The other issue relates to the requirements
of the U.S. national law in order for the U.S. Patent
and Trademark Office to accept the international ap-
plication for the national stage. As to the first issue,
PCT Rules 18.3 and 18.4 require that af leasr one of
the applicants for each designated State must be a
resident or national of a member country of the PCT
Union in order for the designation to be valid. As to
the second issue, although the designation of the
United States of America may be valid for PCT inter-
national procedure, the international application will
not be accepted at the United States national stage
unless the applicant is the inventor (PCT Article 27(3)
and 35 U.S.C. 111 and 373). Therefore, at least one of
the inventors must be a resident of a PCT member
country in order for the international application to
enter the national stage in the United States of Amer-
ica.

It should be noted, however, that if the owner or
assignee is a resident or national of a PCT member
country, the owner can be the sole applicant and file
an international application designating all current
PCT member countries other than the United States
of America. Any invalid designation of States for
which at least one applicant is not a resident or na-
tional of a Contracting State will be deleted by the
Receiving Office. See also § 1805 for the text of rules
and other provisions concerning applicants.

1820.03 Inventor

PCT Rule 4.6 The Inventor

(a) Where Rule 4.1(aXv) applies, the request shall indicate the
name and address of the inventor or, if there are several inventors,
of each of them.

(b) If the applicant is the inventor, the request, in lieu of the indi-
cation under paragraph (z), shall contain a statement to that effect.

(c) The request may, for different designated States, indicate dif-
ferent persons as inventors where, in this respect, the requirements
of the national laws of the designated States are not the same. In
such a case, the request shall contain & separate statement for each
designated State or group of States in which a particular person, or
the same person, is to be considered the inventor, or in which par-
ticular persons, or the same persons afe to be considered the inven-
tors. .

For purposes of the designated countries, the name
and address of the inventor must be indicated either
in the Request or later at some other point in the pro-
cedure (PCT Article 4(1)v), 4(4), and 22(1); and PCT
Rules 4.1(a)(v) and 4.6(a)). Names should be indicated
with the family name preceding the given name, and
addresses should be spelled out in full, including both
the zip code and country.
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1820.04 Agent or Common Representative (if
any)

PCT Rule 4.7 The Agent

If agents are designated, the request shall so indicate, and shall
gtate their names and addresses.

PCT Rule 4.8 Represeniation of Several Applicants Not Having
Common Agent

(&) If there is more than one applicant and the request does not
refer to an agent representing sll the applicants (“a common
agent”), the request shall designate one of the applicants who is en-
titled to file an international application accorgding to Article 9 as
their common representative. )

{b) If there is more than one applicant and the request does not
refer to an agent representing all the applicants and it does not
comply with the requirement of designating one of the applicants as
provided in paragraph (a), the common representative shall be the
applicant first named in the request who is entitled to file an inter-

" national application with the receiving Office with which the inter-
nstional application was filed (Rule 19.1(a)).

Any attorney or agent registered to practice before
the Patent and Trademark Office may act as an agent
for the applicant in an international application filed
in the United States Receiving Office. Box No. IV of
the Request form may be used as a power of attorney
document. For particulars concerning who may sign
the Request and power of attorney see §§ 1807 and
1820.11.

It should be noted that under PCT there is no pro-
vision for correspondence addresses or associate attor-

neys. The first-named attorney or agent will receive’

correspondence (PCT Administrative Instructions
Section 108(a)). If the power of attorney is found to
be defective, the first-named applicant will receive
any correspondence.

Joint applicants may also designate one of the appli-
cants to be a common representative under PCT Rule
4.8(a).

182005 Designation of States
PCT ARTICLE 43

Seeking Certain Kinds of Protection

In respect of any designated or elected State whose law provides
for the grant of inventors’ certificates, utility certificates, utility
models, patents or certificates of addition, inventors' certificates of
addition, or utility certificates of addition, the applicant may indi-
cate, us prescribed in the Regulations, that his international applica-
tion is for the grant, as far as that State is concerned, of an inven-
tor's certificate, & utility certificate, or & utility model, rather than a
patent, or that it is for the grant of a patent or certificate of addi-
tion, an inventor’s certificate of addition, or a utility certificate ad-
dition, and the ensuing effect shall be governed by the applicant’s
choice. For the purposes of this Article and any Rule thereunder,
Article 2(ii) shall not apply.

PCT ARTICLE 44

Seeking Two Kinds of Protection

In respect of any designated or elected State whose law permits
an epplication, while being for the grant of a patent or one of the
other kinds of protection referred to in Article 43, to be also for the
grant of another of the said kinds of protection, the applicant may
indicate, a8 prescribed in the Regulations, the two kinds of protec-
tion he is seeking, and the ensuing effect shall be governed by the
spplicant’s indications. For the purposes of this Article, Article 2(ij)
shall not apply.

1820.05

PCT ARTICLE 45

Regional Patent Treaties

.(l) Auny tresty providing for the grant of regional patents {“re-
gional patent treaty”), and giving to all persons who, according to
Article 9, are intitled to file international applications the right to
file applications for such patents, may provide that internations! ap-
plications designating or electing a State party to both the regionsl
patent treaty and the present Treaty may be filed as applications for
such patents.

(2) The national law of the said designated or elected Siste mey
provide that any designation or election of such State in the inter-
national application shall have the effect of an indication of the
wish to obtzin a regionsl patent under the regional patent treaty.

PCT Rule 4.9 Designation of States

Contracting State shall be desighated in the request by their
names.

3 3 & 3 3 »

PCT Rule 4.12 Choice of Ceriain Kinds of Protection

(a) If the applicant wishes his international application to be
treated, in any designated State, as an application not for a patent
but for the grant of any of the other kinds of protection specified in
Article 43, he shall so indicate in the request. For the purposes of
this paragraph, Article 2(ii) shall not apply.

(6) In the case provided for in Article 44, the applicant shall indi-
cate the two kinds of protection sought, or, if one of two kinds of
protection is primarily sought, he shall indicate which kind is
sought primarily and which kind is sought subsidiarily.

37 CFR 1.432 Designation of States and payment of designation
fees. (a) The names of Designated States shall appesr in the Request
upon filing and must be indicated as set forth in Section 201 of the
Administrative Instructions.

(d) The designation fees may be paid upon filing of the interne-
tional application, but must be paid at the latest before the expira-
tion of one year from the priority date (PCT Rule 15.4(b)). Failure
to timely pay the designation fee for a particular Designated State
will result in the withdrawal of that designation (PCT Art. 14(3)
(b)). Failure to timely pay at least pay at least one designation fee
will result in the withdrawal of the international application (PCT
Art. 14(3Xa)).

PCT ADMINISTRATIVE INSTRUCTION SECTION 201

Names of States: Cancellation of Designations

(a) The name of any State referred to in the request shall be indi-
cated either by the full name of the State or by a generally accept-
ed short title which, if the indications are in English or French,
shall be as appears in Annex A. If the name is inserted in the request
by the applicant for the purpose of designating that State, the re-
ceiving Office, or the International Bureau where the receiving
Office fails to do, shall insert, preferably before the name of the
State, the two-letter country code identifying the State, as appears
in Annex B.

{b) The receiving Office shall cancel ex-officio the designation of
States other than Contracting States, and inform the applicant
promptly of such action. If the international application has already
been sent to the International Bureau and the International Search-
ing Authority, the recciving Office shall also notify promptly that
Bureau and that Authority. In any event, the Internstional Buresu
shali, where the receiving Office fails to do 80, cancel ex-gfficio the
designation of States other than Contracting Siates and inform the
applicant, the receiving Office and the International Sesrching Au-
thority promptly of such action.

PCT ADMINISTRATIVE INSTRUCTION SECTION 202

Kind of Protection

(a) Where the applicant wighes his application to be treated in
any designated State as an spplication not for a patent but for the
grant of another kind of protection referred 10 in Article 43, he
shell make the indication in the request referred to in Rule 4.12(s)
by inserting the words “inventor’s certificate,” “utility certificate,”
“utility model.” (or “petty patent” for Australia). “patent of addi-
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tion,” “certificate of addition,” “inventor's certificate of addition”
or “utility certificate of addition,” or their equivalent in the lan-
guage of the international application, after the indication of the
said State.

(b) Where, in respect of the designation of the Federal Republic
of Germany, the applicant is seeking two kinds of protection under
Article 44, he shall make the indication referred to in Rule 4.12(b)
. by inserting, immediately after the indication of the Federal Repub-
lic of Germany and in the language of the international application,
the two following indications:

(i) “and utility model”;
(ii) “and auxiliary utility model.”

PCT ADMINISTRATIVE INSTRUCTION SECTION 203

Regional Paten:s

(a) If the applicant wishes to obtain a regional patent in respect
of any designated State, and the request form does not contain pre-
printed indications permitting the applicant to make the indication
in the request referred to in Rule 4.1(b)iv), the applicant shall
make the said indication by inserting the words “regional patent,”
or their equivalent in the language of the international application,
immediately after the indication of the said State or, where an indi-
cation has been made under Section 202, after that indication, pro-
vided that:

(i) where Article 4(1)ii), third clause applies, and not ail the
States party to the regional treaty have been designated, the in-
ternational application shall be treated as if all those States had
been designated and as if the designations of all such States con-
tained the said words, whether the said designations contained an
indication of the wish to obtain a regional patent or, according to
Article 4(1)ii), fourth clause, are to be treated as containing such
indication;

(ii) where the national law of any designated State contains a
provision as referred to in Article 45(2), the International Bureau
shall, according to Article 4(1)ii), fourth clause, treat the desig-
nation as if it contained said words even where the applicant
failed to indicate them.

(b) The applicant may, instead of the words “regional patent” re-
ferred to in paragraph (a), use other words to the same effect; such
words may include a reference to a patent to be granted by the Eu-
ropean Patent Office under the Convention of the Grant of Europe-
an Patents done at Munich on October 5, 1973 (European patent”),
where the regional patent which the applicant wishes to obtain is &
European patent.

c) An indication, in respect of the designation of Liechtenstein or
Switzerland, or both, of the wish to obtain a regional patent shall
be taken as indicating a wish to obtain a European patent in respect
of those States, whereas the absence of any indication of the wish
to obtain a regional patent in respect of such a designation shall be
taken as indicating a wish to obtain a patent granted by the Swiss
Intellectual Property Office in respect of those States.

PCT ADMINISTRATIVE INSTRUCTION SECTION 203bis

National and Regional Patents

Where the request of the international application contains a des-
ignation of a Contracting State without an indication of the wish to
obtain a regional patent and also & designation of the same Con-
tracting State with an indication of the wish to obtain a regional
patent and the national law of the Contracting State does not con-
tain a provision referred to in Article 45(2), the receiving Office
shall calculate the designation fees on the basis that a separate fee is
payable in respect of the designation of the Contracting State in ad-
dition to the designation fee payable in respect of that Contracting
State as s Contracting State or 2s one of a group of Contracting
States for which a regional patent is sought.

All designated States must be named in the Request

on filing. It is not possible to add designations of
countries to an international application after it is

MANUAL OF PATENT EXAMINING PROCEDURE

filed. Only those countries for which the PCT has
come into effect at the time the international applica-
tion is filed may be designated. The Reguest form, as
filed, must contain the names of all designated coun-
tries in which protection is desired (PCT Article
4(1)(ii), PCT Rules 4.1(a)(iv), and 4.9, and 37 CFR
1.432. However, since the designation fees are not re-
quired until one year after the priority date, or if no
priority is claimed the actual international application
filing date (PCT Rule 15.4(b)), applicants may initially
designate all PCT countries in which they may have
an interest and later only pay designation fees for
those countries in which patent protection is seriously
desired. Any designated country for which a designa-
tion fee in not timely paid is considered withdrawn.

States must be designated in Box No. V by check-
ing the appropriate box beside the name of each State.
A choice between a national patent and a regional
patent is available for States that are members of both
the PCT and the European (EPC) regional patent
convention. For the EPC, regional or national protec-
tion is available for Austria, The Federal Republic of
Germany, Luxembourg. The Netherlands, Sweden,
Switzerland, Liechtenstein, or the United Kingdom.
However, where France and/or Belgium is designat-
ed, the application will be treated as an application
for a European patent with effect for France and/or
Belgium.

Italy, although a member of the EPC, cannot be
designated in a PCT international application since
Italy has not yet ratified the PCT.

The United States Receiving Office will treat the
designation of France and/or Belgium as the wish to
obtain EPC regional patent protection for France
and/or Belgium, even if the indication ‘“Regional
Patent” is missing (PCT Administrative Instructions,
Section 203).

The designation of any State is treated as an expres-
sion of the wish to obtain a patent in the designated
State. However, if the applicant wishes his or her in-
ternational application to be treated in any designated
States (whose national law knows that kind of protec-
tion) as an application not for a patent but for an in-
ventor’s certificate, a utility certificate, a utility
model, a patent of addition, a certificate of addition,
an inventor’s certificate of addition or a utility certifi-
cate of addition, he or her must indicate his or her
desire in Box No. V of the Request by indicating the
kind of protection immediately after the indication of
the State (Administrative Instruction Section 202(a)),
and his application will be dealt with accordingly in
that State (PTC Articles 4.1(b)(iii) and 4.12). Annex F
of the “PTC Applicant’s Guide" indicates, in respect
of each Contracting State, the kinds of protection
available.
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LisT oF PCT MEMBER STATES

State Raiification or Aecession Batz of Ravificntion er Acvession m;aﬁmv“gcm
Designared
(1) Central Africa Republic® .........oeccnvinnes Accession 15 September 1971 ...cevrenrnncrecsnnannense 01 June 1978
(2) Senegal® Ratification 08 March 1972 01 June 1978
(3) Madagascar Ratification 27 March 1972 01 June 1978
(4) Malawi Accession 16 May 1972 01 June 1978
(5) Cameroon* Accession 15 March 1973 01 June 1978
(6) Chad* Accession 12 February 1974 .......ccococvveevinnnrerrens 01 June 1978
(7) Togo* Ratification 28 January 1975.....vcrernenerncnnsnrarenennens 01 June 1978
(8) Gabon* Accession 06 March 1975 01 June 1978
(9) United States of America.......coocovrivennaee. P.atification 26 November 1975 ......ccoeviiinicnnceennns 01 June 1978
(10) Germany, Federal Republic of** ............. Ratification 19 July 1976 01 June 1978
(11 Congo* Accession 08 August 1977 01 June 1978
(12) Switzerland** Ratification 14 September 1977 01 June 1978
(13) United Kingdom** Ratification 24 October 1977.... ... 01 June 1978
(14) France** Ratification 25 November 1977 ... 01 June 1978
.(15) Soviet Union Ratification 29 December 1977. ... 01 June 1978
(16) Brazil Ratification 092 January 1978.. ... 01 June 1978
(17) Luxembourg** Ratification 31 January 1978.. ... 01 June 1978
(18) Sweden** Ratification 17 February 1978 .....cococmvreircncreneensens 01 Juue 1978
(19) Japan Ratification 01 July 1978 01 October 1978
(20) Denmark Ratification 01 September 1978 .......ccoovenriirisneenenns 01 December
1978
(21) Austria** Ratification 23 January 1979......cviinicnsenricssinnes 23 April 1979
(22) Monaco Ratification 22 March 1979 22 June 1979
(23) Netherlands®* Ratification 10 April 1979 10 July 1979
(24) Romania Accession 23 April 1979 23 July 1979
(25) Norway Ratification 01 October 1979 .....ccivevvnveririnerecenisnns 01 January 1980
(26) Liechtenstein®* Accession 19 December 1979, .. 19 March 1980
(27) Australia Accession 31 December 1979 31 March 1980
(28) Hungary Ratification 27 March 1980 27 June 1980

(29) Democratic People’s Republic of Korea Accession

08 April 1980 08 July 1980

(North Korea).

01 October 1980

01 July 1980

(30) Finland Ratification
(31) Belgium*® Ratification
(32) Sri Lanka Ratification
(33) Mauritania Accession

14 September 1981 ......o.vvveveeivinnvnrnnns 14 February
1981

26 November 1981 ......oovvveiriinrienens 26 February
1982

13 January 1983.......cciiiiemmecisisnnnnnns 13 April 1983

*}dembers of Africe intelk J Property Organization (OAPI) regi

§ patent system. Only

for OAPI ber states. A designation of sny

y ; patent
stste is an indication that all OAPI states have been designated. Note: only one datgmuon foe is due regudlus of the number of OAFl member states designsted.

Patent C

#*Members of E patent system. Either

peatents or p patents for member States are available through PCT, excep Jor

p (EPC)
France and Belgium, for which only European patents are ¢ evailsble if PCT is used. If reglom.l protection is desired for one or more States, the indication *‘regional patent” must
follow the designation of the State or States. Note: only one designstion fee is due if the same regional patent protection is sought for several States.

The applicant may, in respect of any designated
State (whose national law knows the kinds of protec-
tion involved and admits the possibility of seeking
two kinds of protection), mention in the Request two
kinds of protection (Box No. V), together with an in-
dication of the one he prefers, and his application will
be dealt with accordingly in that State (PCT Article
44 and PCT Rule 4.12(b)). Annex I of the PCT Appli-
cant’s Guide indicates, in respect of each Contracting
State, whether this possibility is available.

The indication on the line of the type of protection
desired is placed directly after the checkbox for the
State. Where a title (patent, certificate, inventor’s cer-
tificate, utility certificate) of addition, is sought, or
where the applicant wishes the international applica-
tion to be treated in any designated State as an appli-
cation for a continuation or a continuation-in-part, the
fact must be indicated together with the parent appli-
cation (PCT Rules 4.(b)(v), 4.13 and 4.14). This indi-
cat:on is placed in the Supplemental Box and should

be clearly identified as continuing information from

Box V regarding the designation of a specific State.
See § 1820.07.

1820.06 Prierity
PCT ARTICLE 8
Claiming Priority

(1) The international application may contain a declaration, as
prescribed in the Regulations, claiming the priority of one or more
earlier applications filed in or for any country party to the Paris
Convention for the Protection of industrial Property.

(2Xa} Subject to the provisions of subparagraph (b), the condi-
tions for, and the effect of, any priority claim declared under para-
graph (1) shall be as provided in Article 4 of the Stockholm Act of
the Paris Convention for the Protection of Industrial Property.

(b) The international spplication for which the priority of one or
more earlier applications filed in or for a Contracting State is
claimed may contain the designation of that State. Where, in the
international application, the priority of one or more national eppli-
cations filed in or for a designated Stste is claimed, or where the
priority of an international application having designated only one
State is claimed, the conditions for, and the effect of, the priority
cleim in that State shall be govemed by the national law of that
State.
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PCT Rule 4,10  Priority Claim

{a) The declaration referred to in Article 8(1) shall be made in
the request; it shall consist of & statement to the effect that the pri-
ority of an esrlier application is claimed and shail indicate:

(i) when the earlier application is not a regional or an interna-
tional application, the country in which it was filed; when the
earlier application is & regional or an international application,
the country or countries for which it was filed,

(ii) the date on which it was filed,

(iii) the number under which it was filed, and

(iv) when the earlier application is a regional or an internation-
8l application, the national Office of intergovernmental organiza-
tion with which it was filed.

(b) If the request does not indicate both

(i) when the earlier application is not a regional or an interna-
tional application, the country in which it was filed; when the
earlier application is a regional or an international application, at
least one country for which it was filed, and

(i) the date on which it was filed, the priority claim shall, for
the purposes of the procedure under the Treaty, be considered
not to have been made except where, resulting from an obvious
error of transcription, the indication of the said country or the
said date is missing or is erroneous; whenever the identity or cor-
rect identity of the said country, or the said date or the correct
date, may be established on the basis of the copy of the earlier
application which the receiving Office receives before it trans-
mits the record copy to the International Bureau, the error shall
be considered as an obvious error.

{c) If the application number of the earlier application is not indi-
cated in the request but is furnished by the applicant to the Interna-
tional Bureau prior to the expiration of the 16th month from the
priority date, it shall be considered by all designated States to have
been furnished in time. If it is furnished after the expiration of that
time limit, the International Bureau shall inform the applicant and
the designated Office of the date on which the said number was
furnished to it. The International Bureau shall indicate that date in
the international publication of the international application, or, if
at the time of the international publication, the said number has not
been furnished to it, shall indicate that fact in the international pub-
lication.

(d) If the filing date of the earlier application as indicated in the
request does not fall within the period of one year preceding the
international filing date, the receiving Office, or, if the receiving
Office has failed to do so, the International Bureau, shall invite the
applicant to ask either for the cancellation of the declaration made
under Article 8(1) or, if the date of the earlier application was indi-
cated erroneously, for the correction of the date so indicated. If the
applicant fails to act accordingly within | month from the date of
the invitation, the declaration made under Article 8(1) shall be can-
celled ex officio. The receiving Office effecting the correction or
cancellstion shall notify the applicant accordingly and, if copies of
the international application have slready been sent to the Interna-
tional Bureau and the Internationsl Searching Authority, that
Bureszu and that Authority. If the correction or cancellation is ef-
fected by the International Buresu, the latter shall notify the appli-
cant and the International Searching Authority accordingly.

(¢) Where the priorities of several earlier applications are
claimed, the provisions of paragraphs (a) to (d) shall apply to each
of them.

PCT RuLt 32bis
Withdrawal of the Priority Claim

Rule 32bis. I Withdrawals

(a) The applicant msy withdraw the priority claim made in the
international application under Article 8(1) at any time before the
international publication of the international application.

(b) Where the international application contains more than one
priority claim, the spplicant may exercise the right provided for in
paragraph (&) in respect of one or more or all of them.

(c) Where the withdrawal of the priority claim, or in the case of
more than one such claim, the withdrawal of any of them, causes a
change in the priority date of the international application, any time
limit which is computed from the original priority date and which
has not alreedy expired shall be computed from the priority date
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resulting from that change. In the case of the time limit of 18
months referred to in Article 21(2)(a), the Internationa! Burezu may
nevertheless proceed with the international publication on the basis
of the said time limit as computed from the original priority date if
the withdrawal is effected during the period of 15 days preceding
the expiration of that time limit,

(d) For any withdrawsl under paragraph (a), the provisions of
Rule 32.1 (c) and (d) and Rule 74bis.1 shall spply rmutatis musandis

PCT ADMINISTRATIVE INSTRUCTION SECTION 302

Notification of Priority Claim Considered Not To Have Been Made

Where, owing to failure to meet the requirements of Rule 4.10(5),
the priority claim is, for the purposes of procedure under the
Tresaty, considered not to have been made, the receiving Office
shall indicate that fact in the international application by marking
over the box in the request Form which provides for the informa-
tion concerning the priority claim, the words “NOT TO BE CON-
SIDERED FOR PCT PROCEDURE?” or its equivalent in the lan-
guage of the international application. The receiving Office shall
notify the applicant accordingly. If copies of the internationel appli-
cation have already been sent to the International Bureau and the
International Searching Authority, the receiving Office shall also
notify that Bureau and that Authority.

SECTION 314

Manner of Indicating Correction of the Priority Date or Cancellation
or the Priority Claim

(a) Where, under Rule 4.10(d), the applicant corrects the errone-
ously indicated filing date of any ecarlier application, the receiving
Office shall enter the corrected date in the request and draw a line
through the previously entered date while still leaving it legible.

(b) Where, under Rule 4.10{d), the receiving Office cancels the
declaration made under Article 8(]), that Office shall mark over the
said declaration the words “CANCELLED ON REQUEST OF
APPLICANT” or “CANCELLED EX OFFICIO BY RO,” or
their equivalent in the language of the international application, as
the case may be.

SECTION 402

Notification of Correction of the Priority Date or Cancellation of the
Priority Claim
Where, under Rule 4.10{d), the correction of the priority date or
the cancellation of the priority claim is effected by the Internationel
Bureau, the manner of indicating the correction or cancellation set
forth in Section 314 shall apply mutatis mutandis. The receiving
Office, in addition to the applicant and the Internstional Searching
Authority, shall be notifed accordingly by the International Bureau.

SECTION 408

Priority Application Number

(a) If the application number of the earlier application referred to
in Rule 4.10(c) (priority application number) is furnished to the In-
ternational Bureau within the prescribed time limit, that Buresu
shall enter the said number in the space provided therefor in the
request Form. .o

() If the priority application number is furnished after the expi-
ration of the prescribed time limit, the International Bureau shall in-
dicate, in the international publication, the date on which the said
number was furnished, by including on the front page of the pam-
phlet next to the priority application number the words “FUR-
NISHED LATE ON . . . (date),” and their equivalent in the lan-
guage of the international application, provided that lanugage is
French, German, Japanese or Russian. ’

(c) If the priority application number hes not been furnished at
the time of the international publication, the Internstionsl Bureau
shail indicate that fact by including on the front page of the pam-
phlet in the space provided for the priority application number the
words “NOT FURNISHED AT TIME OF THIS PUBLICA-
TION,” and their equivalent in the language of the internationsl ap-
plication, provided that language is French, German, Japanese or
Russian, '
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SECTION 409

Notification of Priority Claim Considered Not To Have Beern Made

Where the International Bureau notes that the receiving Office
has failed to notify the applicant as provided in Section 302, it shall
send a notification to the same effect to the applicant, the receiving
Office and the International Searching Authority.

35 US.C. 365 Right of priority; benefit of the filing date of a prior
application. (a) In accordance with the conditions and requirements
of section 119 of this title, a national application shall be entitled to
the right of priority based on a prior filed international application
which designated at least one country other than the United States.

(b) In accordance with the conditions and requirement of the
first paragraph of section 119 of this title and the treaty and the
Regulations, an international application designating the United
States shall be entitled to the right of priority based on a prior for-
eign application, or a prior international application designating at
least one country other than the United States.

{c) In accordance with the conditions and requirements of section
120 of this title, an international application designating the United
States shall be entitled to the benefit of the filing date of a prior
national application or a prior international application designating
the United States, and 2 national application shall be entitled to the
benefit of the filing date of a prior international application desig-
nating the United States. If any claim for the benefit of an earlier
filing date is based on a prior international application which desig-
nated but did not originate in the United States, the Commissioner
may require the filing in the Patent Office of a certified copy of
such application together with a translation thereof into the English
language, if it was filed in another language.

An applicant who claims the priority of one or
more earlier national or international applications for
the same invention must indicate, in the Request at
the time of filing the international application, the
country in or for which the application was filed, the
date on which it-was filed, and its application number.
(PCT Article 8 and PCT Rule 4.10) When the earlier
application is a regional or an international applica-
tion, the applicant must also indicate the national
Office or intergovernmental organization with which
it was filed. If the number cannot be indicated in the
Request at the time of filing of the international appli-
cation, it must be furnished to the International
Bureau at the latest by the expiration of sixteen
months from the priority date.

The applicant may withdraw any priority claim
made in the international appalication until the inter-
national publication of the international application
(PCT Rule 32bis). The signed notice containing the
withdrawal of any priority claim causes a change in
the priority date of the international application (for
the definition of “priority date,” see PCT Article
2(xi)), any time limit which is computed from the
original priority date and which has not yet expired—
for example, the time limit before which processing in
the national phase cannot start—is computed from the
priority date resulting from the said change. Further
details are provided in PCT Rule 32bis.

The date of the filing of the priority application
should be given by indicating the number of the day
by two digits, the name of the month spelied out in
full and the number of the year in four digits, for ex-
ample, 05 October 1978 (PCT Administrative Instruc-
tion, Section 110). The name of the country of filing
should be either the official name or accepted short
title listed in Annex A of the PCT Administrative

1820.08

Instructions. 35 U.S.C. 365 provides for recognition

of priority claims in international applications.
Applicant is required to file a certified copy of each

priority application. For particulars, see § 1828.

1820.07 Parent Application or Grant

PCT Rule 413 Hdentification of Parent Application or Parent Grant

If the applicant wishes his international application to be treated,
in any designated State, as an application for a patent or certificate
of addition, inventor's certificate of addition, or utility certificate of
addition, he shell identify the parent application or the parent
patent, parent inventor's certificate, or parent utility cestificate to
which the patent or certificate of addition, inventor’s certificate of
addition, or utility certificate of addition, if granted, relates. For the
purposes of this paragraph, Article 2(ii) shall not apply.

PCT Rule 4.14 Continuation or Continuation-in-Part

If the applicant wishes his international spplication to be treated,
in any designated State, as an application for a continuation or a
continuation-in-part of an earlier application, he shall so indicate in
the request and shall identify the parent application involved.

Box No. V and the Supplemental Box should be
used where the applicant has an earlier application in
a country designated in the international application
and where special title or treatment of the internation-
al application is desired. For example, if the applicant
has a pending United States application, the interna-
tional application could contain additional subject
matter and be treated as a continuation-in-part in the
United States, if the United States is designated in the
international -application (PCT Rule 4.14). In this ex-
ample, the entries to be placed in Box No. V would
be as follows: “United States of America; continu-
ation-in-part; and in the Supplemental Box, the entry
“Continuation of Box No. V, Parent application for
U.S. designation: United States of America, 20 May
1981, 222,222 should be inserted.

1820.08 FKorlier International or International-
Type Search

PCT Rule 4.11 Reference to Earlier Search

If an international or international-type search has been requested
on an application under Article 15(5) or if the applicant wishes the
International Searching Authority to base the international search
report wholly or in pari on the results of a search, other than an
international or international-type search, made by the national
Office or intergovernmental organization which is the International
Searching Authority competent for the international application,
the request shall contain a reference to that fact. Such reference
shall either identify the application {or its translation, as the case
may be) in respect of which the earlier search was made by indicat-
ing country, date and number, or the said search by indicating,
where applicable, date and number of the request for such search.

The United States Patent and Trademark Office
performs an international-type search on all U.S. na-
tional applications filed on and after June 1, 1978. No
specific request by the applicant is required and no
number identifying the international-type search is as-
signed by the Office. All earlier U.S. applications re-
ferred to in Box No. IV and Box No. VII as well as
all U.S. applications referred to in separate transmittal
letters will be considered by the Office.

Box No. VII should be used to identify related in-
ternational applications and U.S. national applications.
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1820.09 Different Applicants for Different Desig-
nated States

In any international application, different applicants
may be indicated for different designated states. This
possibility is of great practical importance since, for
the purposes of the United States of America, the ap-
plicant must be the inventor, whereas, for the pur-
poses of the other countries currently members of the
Treaty, no such requirement exists (PCT Article 9(3),
PCT Rules 4.6(c) and 18.4 and 35 U.S.C. 373). Where
there are several applicants; at least one of them must
qualify to file an international application for each
designated State (PCT Rules 18.3, 18.4(a) and (b))

If it is desired that different applicants be indicated
for different designated countries, for example, in an
application designating the United States, Sweden and
Switzerland, for the purposes of the United States, the
inventor must be the applicant. If the invention has
been assigned, the assignee may wish to be the appli-
cant for Sweden and Switzerland. If in this example,
“A” is the assignee and “B” is the inventor, “A” and
“B” must both be indicated as applicants, A as “Ap-
plicant only” in Box No. II and B as “applicant and
inventor” in Box No. III. The sub-boxes at the
bottom of Box No. 2 and 3 of the Request are used to
identify different applicants for different designated
countries. In Box No. III, “B” would be indicated as
the applicant for the United States of America and in
Box No. II “A” would be indicated as the applicant
for Sweden and Switzerland by checking the box la-
beled “all designated States except the United States
of America”. It should be noted that both “A” and
“B” must also sign the Request form or a power of
attorney if the Request is signed by an attorney or
agent.

1820.10 Different Inventors for Different Desig-
nated States

Where, because of the provisions of the national
law in the different designated States, it is necessary
to indicate different inventors for different designated
States, such information should be placed in the Sup-
plemental Box as continuing information from Box II,
111, or II and III as the case may be and be labeled
“Different Inventors for Different Designated States.”
(PCT Rule, 4.6(c)). Names of inventors should be in-
dicated family name first. The States should be named
by official titles or accepted short titles as listed in
Annex A to the PCT Administration Instructions.

1820.11 Signature of Applicant

PCT Rule 4.15 Signature
The request shall be signed by the applicant.

The request form of an international application
must be signed. The supplemental box may be used if
Box No. VIII has insufficient room for all signatures.

Each applicant must sign either the request form or
a power of attorney appointing the agent named in
Box IV of the Request. If the latter, the attorney must
sign the Request on behalf of the applicant or appli-

cants signing the separate power of attorney. Each
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signature appearing in Box V1II should appear over
the typed name and title of the person signing.

For provisions concerning representation and for
particulars regarding powers of attorney see § 1808.

1820.12 Check List
SECTION 313

Manner of Making the Necessary Annotations in the Check List

Where, under Rule 3.3(b), the receiving Office itself fills in the
check list, that Office shall mark, next to such check list, the words
“FILLED IN BY RO,” or their equivalent in the language of the
international application. Where only some of the indications are
filled in by the receiving Office, the said words and each indication
filled in by that Office shall be identified by an asterisk. .

When calculating the list of pages, the Notes to the
Request and the fee calculation sheet, form PCT/RQ/
101 Annex, are not counted. Any supplemental sheet
used for continuing material, however, is counted.

Items which accompany the international applica-
tion should be identified in this portion. If transmittal
form PTO-1382 is used, it should be referred to as
“transmittal letter” under item 7 in Box No. IX.

The figure of drawing which applicant considers to
best illustrate the invention should be identified in
Box No. IX for publication in the Gazette and on the
front page of the pamphlet. The figure selection will
be reviewed by the International Searching Authori-
ty. When the international application contains only
one figure which the applicant wishes to have pub-
lished, the word “sole” should be typed in the space.

The lower box following Box No. IX is to be filied
in by the Receiving Office only to indicate whether
drawings are missing upon filing. (PCT Administra-
tive Instructions, Section 310(a).)

ASSIGNMENT DOCUMENT

An assignment document, or a copy thereof, may
be filed with the International application. The Check
List of the Request form, Box No. IX, item 7, should
be marked to indicate that an assignment document
has accompanied the International application on
filing. (PCT Rule 3.3(ii))) The assignment document
will be transmitted with the Record Copy of the ap-
plication to the International Bureau.

It should be noted that U.S. Patent and Trademark
Office records assignments only for International ap-
plications in which the United States is named as a
designated State. (37 CFR 1.331).

The assignment instrument for an International ap-
plication must include the indication that the applica-
tion to which it relates is an international application
designating the United States. The assignment instru-
ment and the prescribed fee for recording (37 CFR
1.21) may be filed together with the International ap-
plication. The Receiving Office will route the instru-
ment and fee to the appropriate organizations for re-
cording. Assignment instruments for International ap-
plications in which the United States is not designated
will be returned.
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1823 The Description
PCT ARTICLE §
The Description

The description shall disclose the invention in a manner suffi-
ciently clear and complete for the invention to be carried out by a
person skilled in the art.

PCT RULE §
The Description
5.1 Manner of the Description .

(a) The description shall first state the title of the invention as
appearing in the request and shall:

(i) specify the technical field to which the invention relates;

(ii) indicate the background art which, as far as known to the
applicant, can be regarded as useful for the understanding,
searching and examination of the invention, and preferably, cite
the documents reflecting such art;

(iii) disclose the invention, as claimed, in such terms that the
technicel problem (even if not expressly stated &s such) and its
solution can be understood, and state the advantageous effects, if
any, of the invention with reference to the background art; .

(iv) briefly describe the figures in the drawings, if any;

(v) set forth at least the best mode contemplated by the appli-
cant for carrying out the invention claimed; this shal be done in
terms of examples, where appropriate, and with reference to the
drawings, if any; where the national law of the designated State
does not require the description of the best mode but is statisfied
with the description of any mode (whether it is the best contem-
plated or not), failure to describe the best mode contemplated
shall have no effect in that State;

(vi) indicate explicitly, when it is not obvious from the descrip-
tion or nature of the invention, the way in which the invention is
capable of exploitation in industry and the way in which it can
be made and used, or, if it can only be used, the way in which it
can be used; the term “industry” is to be understood in its broad-
est sense as in the Paris Convention for the Protection of Indus-
trial Property.

(b) The manner and order specified in paragraph (a) shall be fol-
lowed except when, because of the nature of the invention, a differ-
ent manner or a different order would result in better understand-
ing and a more economic presentation.

(c) Subject to the provisions of paragraph (b), each of the parts
referred to in paragraph (a) shall preferably be preceded by an ap-
propriate heading as suggested in the Administrative Instructions.

37 CFR 1.435 The description. (a) Requirements as to the content
and form of the description are set forth in PCT Rules 5, 9, 10 and
11 and Administrative Instruction 204, and shall be adhered to.

(b) In international applications designating the United States the
description must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the claimed inven-
tion.

PCT ADMINISTRATIVE INSTRUCTION SECTION 204

Headings of the Parts of the Description

The headings referred to Rule 5.1(c) should be as follows:

(i) for matter referred to in Rule 5.1(aXi), “Technical Field";

(i) for matter referred to in Rule 5.1(a)ii), “Background Art";

(iii) for matter referred to in Rule 5.1(a)iii), “Disclosure of In-
vention”;

(iv) for matter referred to in Rule 5.1(a)Xiv), “Brief Description
of Drawings'’;

(v) for matter referred to in Rule 5.1(aXv), “‘Best Mode for
Carrying Out the Invention”, or, where appropriate, “Mode(s)
for Carrying Out the Invention”;

(vi) for matter referred to in Rule 5.1(a)vi), “Industrial Appli-
cability.”

The description must “disclose the invention in a
manner sufficiently clear and complete for the inven-
tion to be carried out by a person skilled in the art”
(PCT Article 5). PCT Rule 5 contains detailed re-

1823.01

quirements as to the “manner and order” of the de-
scription, which, generally, should consist of six parts
under the following headings: “Technical Field,”
“Background Art,” “Disclosure of Invention,” “Brief
Description of Drawings,” “Best Mode of Carrying
Out the Invention,” “Industrial Applicability” (PCT
Administrative Instruction Section 204.) The descrip-
tion must begin with the title of the invention as
stated in Box No. I of the Request. (PCT Rule 5.)
Every fifth line of typing may be numbered along the
left hand side but not in the margin. (PCT Rule 11.8)
The page numbers must be placed at the top of the
page but not in the top margin. (PCT Rule 11.6 (e).)
If the United States of America is designated, the best
mode contemplated by the inventor for carrying out
the invention must be included in the description (37
CFR 1.435).

1823.01 Reference to Deposited Microorganism
PCT RULE 13bis
Microbiological Inventions

13bis.]1 Definition

For the purposes of this Rule, “reference to a deposited microor-
ganism" means particulars given in an international application with
respect to the deposit of a microorganism with a depositary institu-
tion or to the microorganism so deposited.

13bis.2  References (General)

Any reference to a deposited microorgenism shall be made in ac-
cordance with this Rule and, if so made shall be considered as satis-
fying the requirements of the national law of each designated State.

13bis.3 References: Contents; Failure To Include Reference or Indi-
cation

(a) A reference to a deposited microorganism shall indicate,

(i) the name and address of the depositary institution with
which the deposit was made;

(ii) the date of deposit of the microorganism with that institu-
tion;

(iii) the accession number given to the deposit by that institu-
tion; and '

(iv) any additional matter of which the International Bureau
has been notified pursuant to Rule 136is.7(a)1), provided that the
requirement to indicate that matter was published in the Gazette
in accordance with Rule 135is.7(c) at least two months before the
filing of the international application.

(b) Failure to include a reference to &« deposited microorganism
or failure to include, in a reference to a deposited microorganism,
an indication in accordance with paragraph (a), shall have no con-
sequence in any designated State whose national law does not re-
quire such reference or such indication in a national application.

13bis.4 References: Time of Furnishing Indications

If any of the indications referred to in Rule 136is3(a) is not in-
cluded in a reference to a deposited microorganism in the intema-
tional application as filed but is furnished by the applicant to the
International Bureau within 16 months after the priority date, the
indication shall be considered by any designated Office to have
been furnished in time unless its national law requires the indication
to be furnished at an earlier time in the case of a national applica-
tion and the International Burezu has been notified of such require-
ment pursugnt to Rule 13bis7(ii), provided that the Internationsl
Bureau has published such requirement in the Gazette in accord-
ance with Rule 13bis7(c) at least two months before the filing of
the internationz] application. In the event that the spplicant msakes
a request for early publication under Article 21(2)b), however, any
designated Office may consider any indication not furnished by the
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time such request is made as not having been furnished in time. Ir-
respective of whether the applicable time limit under the proceed-
ing sentences has been observed, the International Bureau shall
notify the applicant and the designated Offices of the date on
which it has received any indication not included in the internation-
al application as filed. The Internationa] Bureau shall indicste that
date in the international publication of the international spplication
if the indication has been furnished to it before the completion of
technical preparations for international publication.

13bis.5 References and Indications for the Purposes of One or More
Designated Siates; Different Deposits for Different Designated
States; Deposits with Depositary Institutions other then Those
Notified

(a) A reference to a deposited microorganism shall be considered
to be made for the purposes of all designated States; unless it is ex-
pressly made for the purposes of certain of the designated States
only; the same applies to the indications included in the reference.

(b) References to different deposits of the microorganism may be
made for different designated States.

(c) Any designated Office shall be entitled to disregard a deposit
made with a depositary institution other than one notified by it
under Rule 13bis. 7(b).

13bis.6 Furnishing of Samples

(a) Where the international application contains a reference to a
deposited microorganism, the applicant shall, upon the request of
the International Searching Authority or the International Prelimi-
nary Examining Authority, authorize and assure the furnishing of a
sample of that microorganism by the depositary institution to the
said Authority, provided that the said Authority has notified the In-
ternational Bureau that it may require the furnishing of samples and
that such samples will be used solely for the purposes of interna-
tional search or international preliminary examination, as the case
may be, and such notification has been published in the Gazette.

(b) Pursuant to Articles 23 and 40, no furnishing of samples of
the deposited microorganism to which a reference is made in an in-
ternational application shall, except with the authorization of the
applicant, take place before the expiration of the applicable time
limits after which national processing may start under the said Arti-
cles. However, where the applicant performs the acts referred to in
Articles 22 or 39 after international publication but before the expi-
ration of the said time limits, the furnishing of samples of the depos-
ited microorganism may take place, once the said acts have been
performed. Notwithstanding the previous provision, the furnishing
of samples from the deposited microorganism may take place under
the national law applicable for any designated Office as soon as,
under that law, the international publication has the effects of the
compulsory national publication of an unexamined national applica-
tion.

13bis.7 Nati

(a) Any national Office may notify the International Bureau of
any requirement of the national law,

(i) that any matter specified in the notification, in addition to
those referred to in Rule 13bis 3(z) (i), (ii) and (iii), is required to
be included in reference to & deposited microorganism in a na-
tional application;

(ii) that one or more of the indications referred to in Rule
13bis.3(a) are required to be included in a national application as
filed or are required to be furnished at a time specified in the no-
tification which is earlier then §6 months after the priority date.

(b) Each national Office shall notify the International Burezu a
first time before entry into force of this Rule and then each time a
change occurs of the depositary institutions with which the national
law permits deposits of microorganisms to be made for the pur-
poses of patent procedure before that Office or, if the national law
does not provide for or permit such deposits, of that fact.

(¢) The International Bureau shall promptly publish in the Ga-
zette requirements notified to it under peragraph (2) &nd informa-
tion notified to it under paragraph (b).

! Reguir ts: Notification and Publication

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 209

Indications as to Deposited Microorganisms on a Separate Sheet

(a) To the extent that any indication with respect to a deposited
microorganism is not contained in the description, it may be given
on a separate sheet.- Where any such indication is so given, it shall
preferably be on the form provided in Annex F ss form PCT/RO/
134 and, if furnished at the time of filing, the said form shall, sub-
ject to paragraph (b), preferably be attached to the request and re-
ferred to in the Check List referred to in Rule 3.3(aXii).

(b) For the purposes of the Japanese Patent Office, when Japan is
designated, paragraph (a) applies only to the extent that the ssid
form or sheet is included as one of the sheets of the description of
the international application at the time of filing.

1824 The Claims
PCT ARTICLE 6

The Claims

The claim or claims shall define the matter for which protection
is sought. Claims shall be clear and concise. They shall be fully
supported by the description.

PCT RULE 6
The Claims

6.1 Number and Numbering of Claims

(a) The number of the claims shall be reasonable in consideration
of the nature of the invention claimed.

(b) If there are several claims, they shall be numbered consecu-
tively in arabic numerals.

(c) The method of numbering in the case of the amendment of
claims shall be governed by the Administrative Instructions.

6.2 References 1o Other Parts of the International Application

(a) Claims shall not, except where absolutely necessary, rely, in
respect of the technical features of the invention, on references to
the description or drawings. In particular, they shall not rely on
such references as: “as described in part . . . of the description,” or
“as illustrated in figure . . . of the drawings.”

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 205

Numbering of Claims upon Amendment

(a) Any claim submitted after the filing date of the international
application and which is not identical with the claims previously
appearing in the international application shall, at the choice of the
applicant, be submitted either:

(i) as an amended claim, in which case, it shall bear the same
number as the previous claim it amends; that number shall be fol-
lowed by the word “(amended)” or its equivalent in the language
of the international application; or-

(ii) as & new claim, in which case it shall bear the next number

after the highest previously numbered claim; that number shall be
followed by the word “(new)” or its equivalent in the .language
of the international application; where the consecutive order of
-claims requires that a new claim be given a number lower than
the highest previously numbered claim, the claims following the
new claim shall be renumbered; any new number shail be fol-
lowed by the words “(Original claim No.)” or an equivalent of
these words in the language of the international application and
an indication of the original number of the renumbered claim.

(b) The deletion of any claim previously appesring in the interna-
tional application shall be made by indicating the number of the
previous claim foflowed by the word “(cancelled)” or its equivalent
in the janguage of the international application.

37 CFR 1.436 The claims. The requirements as to the content
and format of claims are set forth in PCT Ari. 6 and PCT Rules 6,
9, 10 and 11 and shall be aghered to. The number of the claims
shall be reasonable, considering the nature of the invention claimed.

The claim or claims must “define the matter for

which protection is sought. Claims shall be clear and
concise. They shall be fully supported by the descrip-
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tion” (PCT Article 6). PCT Rule 6 contains detailed
requirements as to the number and numbering of
claims, the extent to which any claim may refer to
other parts of the international application, the
manner of claiming and dependent claims. As to the
manner of claiming, generally and wherever appropri-
ate, the claims must consist of two distinct parts, the
statement of the prior art and the statement of the fea-
tures for which protection is sought (“the characteriz-
ing portion”).

Multiple dependent clalms are permitted in interna-
tional applications if they are in the alternative only
and do not serve as a basis for any other multiple de-
pendent claim (PCT Rule 6.4(a), 35 U.S.C. 112). The
claims, being an element of the application, should
start on a new page (PCT Rule 11.4). Page numbers
and line numbers must not be placed in the margins
(PCT Rule 11.6(¢)).

The number of claims shall be reasonable, consider-
ing the nature of the invention claimed (37 CFR
1.436).

1825 The Drawings
PCT ARTICLE 7
The Drawings

(1) Subject to the provisions of paragraph (2)ii), drawings shall
be required when they are necessary for the understanding of the
invention.

(2) Where, without being necessary for the understanding of the
invention, the nature of the invention admits of illustration by
drawings:

(i) the applicant may include such drawings in the international
application when filed.

(ii) any designated Office may require that the applicant file
such drawings with it within the prescribed time limit.

PCT RULE 7
The Drawings

7.1 Flow Sheets and Diagrams
Flow sheets and diegrams are considered drgwings.

7.2 Time Limit

The time limit refered to in Article 7(2)ii) shall be reasonable
under the circumstances of the case and shall, in no case, be shorter
then 2 months from the date of the written invitation requiring the
filing of drawings or additional drawings under the said provision.

PCT ADMIRISTRATIVE INSTRUCTION SECTION 310

Procedure in the Case of Missing Drawings

(2) Where the international application refers to drawings which
in fact are not included in that application, the receiving Office
shall make the indication referred to in Rule 26.6(a) by an appropri-
ste marking of the request Form.

(b) Section 309(a) shall epply also in the case of drawings re-
ceived by the receiving Office on a date later than the date on
which sheets were first received by thet Office.

(c) The receiving Office shall, in the case of missing drawings re-
ceived within the time limit referred to in Rule 20.2(a)iii):

(i) effect the required correction of the international filing date,
or, where no international filing date has yet been accorded, of
the date of receipt of the purported international application, and
delete the indication made under paragraph (@) above;

(ii) notify the spplicant of the correction effected under item
(i), above;

(iif) where transmittals under Article 12(1) have already been
made, notify the Internstionsl Buresu and the international
Seasching Authority of any correction effected under item (i),
gbove, by transmitting & copy of the corrected first page of the

request, and forward copies of the later submitted drawings to

the said Buresu and the said Authority;

(iv) where transmittals under Article 12(1) have not yet been
made, attach a copy of the later submitted drawings to the
record copy and the search copy.

(d) The receiving Office shall, in the case of missing drawings re-
ceived after the expiration of the time limit referred to in Rule
20.2(a)iii):

(i) notify the applicant of the fact and of the date of receipt of
the later submitted drawings;

(ii) where transmitials under Article 12(1) heve slready been
made, forward a copy of the later submitted drawings to the In-
ternational Bureau with the indication that such drawings and
any reference to such drawings are not to be taken into consider-
ation for the purposes of international processing;

(iil) where transmittals under Article 12(1) have not yet been
made, attach a copy of the later submitted drawings to the
record copy with the indication that such drawings and any ref-
erence to such drawings are not to be taken into consideration
for the purposes of international processing.

37 CFR 1437 The drawings. (a) Subject to paragraph (b) of this
section, when drawings are necessary for the understanding of the
invention, or are mentioned in the description, or are mentioned in
the description, they must be part of an international application as
originally filed in the United States Receiving Office in order to
maintain the international filing date during the national stage (PCT
Art. 7).

(b) Drawings missing from the application upon filing will be ac-
cepted if such drawings are received within 30 days of the date of
first receipt of the incomplete papers. If the missing drawings are
received within the 30-day period, the international filing date shall
be the date on which such drawings are received. If such drawings
are not timely received, all references to drawings in the interna-
tional application shall be considered non-existent (PCT Art. 14(2),
Administrative Instruction 310).

(c) The physical requirements for drawings are set forth in PCT
Rule 11 and shall be adhered to.

Any international application must contain drawings
“when they are necessary for the understanding of
the invention” (PCT Article 7(1), 37 CFR 1.437).
However, even where, without being necessary for
the understanding of the invention, the nature of the
invention admits of illustration by drawings, the appli-
cant may include such drawings and any designated
Office may require the applicant to file such drawing
during the national (or regional) phase. Flow sheets
and diagrams are considered drawings (PCT Rule
7.1). The drawing sheets must be numbered in a sepa-
rate series either as %, 3, % to indicate one of three,
two of three and three of three or 1, 2, 3. The draw-
ings in an international application must be on A4 size
sheets of paper which must be flexible, strong, white,
smooth, non-shiny and durable (PCT Rules 11.3 and
11.5). The space used for illustration on each sheet
must not exceed 26.2 cm. by 17.0 cm. (PCT -Rule
11.6(c)). One figure of the drawings should be de-
signed in the Request Box No. IX for use on the front
page of the published application to accompany the
abstract (PCT Rules 33(a)(iii) and 48.2(d)).

1826 The Abstract
PCT RULE 8
The Abstract

8.1 Contents and Form of the Abstract
(e) The abstract shall consist of the following:
(i) & summary of the disclosure as contzined in the description,
the claims, and any drawings; the summary shall indicate the
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technical field to which the invention pertains and shal} be draft-

ed in a way which allows the clear undersianding of the techni-

cal problem, the gist of the solution of that problem through the
invention, and the principal use or uses of the invention;

(ii) where applicable, the chemical formula which, among all
the formulae contained in the international spplication, best char-
acterizes the invention.

(b) The abstract shall be as concise as the disclosure permits
(preferably 50 to 150 words if it is English or when translated into
English).

(c) The abstract shall not contain statements on the alleged merits
or value of the claimed invention or on its speculative application.

(d) Each main technical feature mentiored in the abstract and il-
lustrated by a drawing in the international application shall be fol-
lowed by a reference sign, placed between parentheses.

8.2 Failure to Suggest a Figure to be Published with the Abstract

If the applicant fails to make the indication referred to in Rule
3.3(a)iii), or if the International Searching Authority finds that a
figure or figures other than that figure or those figures suggested
by the applicant would, among all the figures of all the drawings,
better characterize the invention, it shall indicate the figure or fig-
ures which it so considers. Publications by the International Bureau
shall then use the figure or figures so indicated by the International
Searching Authority. Otherwise, the figure or figures suggested by
the applicant shall be used in the said publications.

8.3 Guiding Principles in Drafting

The abstract shall be so drafted that it can efficiently serve as a
scanning tool for purposes of searching in the particular art, espe-
cially by assisting the scientist, engineer or researcher in formulat-
ing an opinion on whether there is a need for consulting the inter-
national application itself.

37 CFER 1.438 The abstract. (a) Requirements as to the content
and form of the abstract are set forth in PCT Rule 8, and shall be
adhered to.

(b) Lack of an abstract upon filing of an international application
will not affect the granting of a filing date. However, failure to fur-
nish an abstract within one month from the date of the notification
by the Receiving Office will result in the international application
being declared withdrawn.

The abstract must begin on a new sheet following
the claims (PCT Administrative Instruction Section
207). It must consist of a summary of the disclosure as
contained in the description, the claims and any draw-
ings (PCT Article 3(3)). Where applicable, it must
also contain the most characteristic chemical formula.
The abstract must be as concise as the disclosure per-
mits (preferably 50 to 150 words in English). It must
be so drafted that it can efficiently serve as a scanning
tool for the purposes of searching in the particular
art. These and other requirements concerning the ab-
stract are spelled out in detail in PCT Rule 8 (37
CFR 1.438).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more that 250.

Should contain—

1. Indication of field of invention.

2. Clear indication of the technical problem.

3. Gist of invention’s solution of the problem.

4. Principal use or uses of the invention.

5. Reference numbers of the main technical fea-
tures.

6. Where applicable, chemical formula which best
characterizes the invention.

Should not contain—

1. Superfluous language.

2. Legal phraseology such as “said” and “means.”

3.. Statements of alleged merit or speculative appli-
cation.

4. Prohibited items as defined in PCT Rule 9.

1827 Fees
PCT RULE 14
The Transmittal Fee

14.1 The Transmital Fee

(a) Any receiving Office may require that the appficant pay a fee
to it, for its own benefit, for receiving the international application,
transmitting copies to the International Bureau and the competent
International Searching Authority, and performing all the other
tasks which it must perform in connection with the international
application in its capacity of receiving Office (“transmittal fee").

(b) The amount and the due date of the transmittal fee, it any,
shall be fixed by the receiving Office.

PCT RULE 15
The International Fee

15.1 Basic Fee and Designation Fee

Each international application shall be subject to the payment of
a fee for the benefit of the International Bureau (“international
fee”) to be collected by the receiving Office and consisting of:
(i) a “basic fee,” and
(ii) as many “designation fees” as there are national patents and
regional patents sought by the applicant in the international appli-
cation, except that, where Article 44 applies in respect of a desig-
nation, only one designation fee shall be due.

15.2 Amounts

(a) The amounts of the basic fee and of the designation fee are as
set out in the Schedule of Fees.

(b) The amounts of the basic fee and of the designation fee shall
be established, for each receiving Office which, under Rule 15.3,
prescribes the payment of those fees in a currency or currencies
other that Swiss currency, by the Director General after consulta-
tion with that Office and in the currency or currencies prescribed
by that Office (“prescribed currency™). The amounts in each pre-
scribed currency shall be the equivalent, in round figures, of the
amounts in Swiss currency set out in the Schedule of Fees. They
shall be published in the Gazette.

(c) Where the amounts of the fees set out in the Schedule of Fees
are changed, the corresponding amounts in the prescribed curren-
cies shall be applied from the same date as the amounts set out in
the amended Schedule of Fees.

(d) Where the exchange rate between Swiss currency and any
prescribed currency becomes different from the exchange rate last
applied, the Director General shall establish new amounts in the
prescribed currency according to directives given by the Assembly.
The newly established amounts shall become applicable two
months after the date of their publication in the Gazette, provided
that the interested Office and the Director General may agree on a
date falling during the said two-month period in which case the
said amounts shall become applicable for that Office from that date.

15.3 Mode of Payment

The international fee shall be payable in the currency or curren-
cies prescribed by the receiving Office, it being understood that,
when transferred by the receiving Office to the Internstional
Bureau, the amount transferred shall be freely convertibie into
Swiss currency.

15.4 Time of Payment

(a) Subject to paragraph (c), the basic fee shall be due on the
date of receipt of the international application.

(b) Subject to paragraph (c), the designation fee shall be paid on
the date of receipt of the international application or on any later
date prior to the expiration of one year from the priority date.
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(¢) The receiving Office may permit applicents to pay either the
besic fee or the designation fee or both of the fees later than on the
dates provided for in paragraphs (a) and (b), provided that:

(i) permission shall not be given to pay the basic fee or the des-
ignation fee later than one month after the date of receipt of the
international application;

(ii) permission may not be subject to any extra charge.

Such later payment of the said fees shall be without loss, in the
case of the basic fee, of the international filing date, or, in the case
of the designation fee, of the designations to which the payment re-
lates.

15.5 (Deleted)

15.6 Refund

(a) The international fee shall be refunded to the applicant if the
determination under Article 11(1) is negative.
" (b) In no other case shall the international fee be refunded.

PCT RULE 16
The Search Fee

16.1 Right To Ask for a Fee

() Each International Searching Authority may require that the
applicant pay a fee (“search fee”) for its own benefit for carrying
out the international search and for performing all other tasks en-
trusted to International Searching Authorities by the Treaty and
these Regulations.

(b) The search fee shall be collective by the receiving Office.
The said fee shall be payable in the currency or currencies pre-
scribed by that Office (“the receiving Office currency”), it being
understood that, if any receiving Office currency is not that, or one
of those, in which the International Search Authority has fixed the
said fee (“the fixed currency or currencies”), it shall, when trans-
ferred by the receiving Office to the International Searching Au-
thority, be freely convertible into the currency of the State in
which the International Searching Authority has its headquarters
(“the headquarters currency”). The amount of the search fee in any
receiving Office currency, other than the fixed currency or curren-
cies, shall be established by the Director General after consultation
with that Office. The amounts so established shall be the equiv-
alents, in round figures, of the amount established by the Interna-
tional Searching Authority in the headquarters currency. They
shall be published in the Gazette. .

(c) Where the amount of the search fee in the headquarters cur-
rency is changed, the corresponding amounts in the receiving
Office currencies, other than the fixed currency or currencies, shall
be applied from the same date as the changed amount in the head-
quarters currency.

(d) Where the exchange rate between the headquarters currency
and any receiving Office currency, other than the fixed currency or
currencies, becomes different from the exchange rate last applied,
the Director General shall establish the new amount in the said re-
ceiving Office currency according to directives given by the As-
sembly. The newly established amount shall become applicable two
months after its publication in the Gazette, provided that any inter-
ested receiving Office and the Director General may agree on a
date falling during the said two-month period in which case the
said amount shall become applicable for that Office from that date.

(e) Where, in respect of the payment of the search fee in a re-
ceiving Office currency, other than the fixed currency or curren-
cies, the amount actually received by the International Searching
Authority in the headquarters currency is less than that fixed by it,
the difference will be paid to the International Searching Authority
by the Internaztional Bureau, whereas, if the amount actuslly re-
ceived is more, the difference will belong to the International
Buresu.

(f) As to the time of payment of the search fee, the provisions of
Rule 15.4 relating to the basic fee shall apply.

162 Refund ,

The search fee shall be refunded to the applicant if the determi-
- nation under Article 11(1) is negative.

16.3  Partial Refund

_ Where the international spplication claims the priority of an ear-
lier internationsl application which has been the subject of en inter-
national search by the same International Searching Authority, that
Authority shall refund the search fee paid in connection with the
later internationat spplication to the extent and under the conditions
provided for in the agreement under Article 16(3) (b), if the inter-
national search report on the later international application could
wholly or partly be based on the resuits of the international search
effected on the earlier international application.

PCT RuLE 27
. Lack of Payment of Fees
27.1 Fees

(2) For the purposes of Article 14(3) (a), “fees prescribed under
Article 3(4)(iv)” means: the transmittal fee (Rule 14), the basic fee
pg;t of the international fee (Rule 15.1 (i)), and the search fee (Rule
16).

(b) For the purposes of Article 14(3) (a) and (b), “the fee pre-
scribed under Article 4(2)" means the designation fee part of the
international fee (Rule 15.1(ii)).

PCT RULE 96
The Schedule of Fees

96.1 Schedule of Fees Annexed to Regulations

The amounts of the fees referred to in Rules 15 and 57 shall be
expressed in Swiss currency. They shall be specified in the Sched-
ule of Fees which is annexed to these Regulations and forms an in-
tegral part thereof.

SCHEDULE OF FEES
(Effective January 1, 1984)

Kind of Fee Amount

1. Basic Fee:
(Rule 15.2(a)) if the international appli- 623 Swiss francs
cation contains not more than 30
sheets.
if the international application contains 623 Swiss francs
more than 30 sheets. plus 13 Swiss
francs for each
sheet in excess of
30 sheets
1. Designation Fee:
(Rule 15.2 (2)) 150 Swiss francs

& & L] & ]

Surcharges
5. Surcharge for late payment:
(Rule 16bis.2(a)) Minimum: 236
Swiss francs
Maeaximum: 594
Swiss francs

Note that effective Januvary 1, 1984, the “prescribed
currency” and amounts for filing in the United States
Receiving Office are in U.S. dollars as follows (PCT
Rule 15.2(b)):

Basic Fee application up to 30 sheets..............$295.00

Fee for each sheet in excess of 30 sheets............$6.00

Designation Fee... «...$70.00

Applicants should check the most recent issue of
the Official Gazette for any changes in the amounts of
the fees.

Fees Associated with International Applications,—
There are three kinds of fees which must be paid to
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the United States Patent and Trademark Office in
connection with the filing and processing of interna-
tional applications in the United States Receiving
Office:

A transmittal fee-—for the benefit of the Receiving
Office for receiving, processing, and transmitting
copies of the international applications (PCT Rule
14);

A search fee—for the benefit of the International
Searching Authority for carrying out the interna-
tiona] search and preparing an international search
report (PCT Rule 16); and

~ An international fee which includes a basic fee por-
tion and a designation fee portion for each State desig-
nated—for the benefit of the International Bureau
for performing the tasks required of it under the

PCT (PCT Rule 15).

When an international application is filed with the
1U.S. Patent and Trademark Office as a Receiving
Office, the transmittal fee, the search fee, and the
basic fee portion of the international fee are due upon
Sfiling of the application (35 U.S.C. 361(d)). The desig-
nation fee portion of the international fee must be
paid within one year of the priority date.

The amounts of the transmittal fee (PCT Rule 14.1)
and the search fee (PCT Rule 16.1) set forth in 37
CFR 1.445 are intended to cover the costs of per-
forming the required functions in the U.S. Patent and
Trademark Office and are as follows:

Transmittal fee.......coovreninercrnrcncriiniisnccsisnssenes $125.00

Search fee...$500.00, or $250.00 if a corresponding

U.S. national application has been filed.

The amount of the basic  fee portion of the interna-
tional fee is to be $270.00 for an international applica-
tion containing up to thirty sheets, with an additional
charge of $6.00 per sheet for each sheet in excess of
thirty (PCT Rule 15.2(b)). Although all designated
States must be named at the time the international ap-
plication is filed, the payment of the designation fee
portion of the international fee need not be paid on
filing but must be paid to the Receiving Office, at the
latest, within one year of the priority data. The desig-
nation fee portion of the international fee is $70.00 for
each State or group of designated States for which
the same regional patent is sought (PCT Rule
15.2(b)). In other words, only one $70.00 designation
fee is due for all countries for which European patent
protection is desired. .

Fees may be paid by check (37 CFR 1.23) or be
charged against a Patent and Trademark Office De-
posit Account (37 CFR 1.25).

REFUND OF FEES

There is no provision in the PCT concerning the
possibility of asking for a refund of the transmittal fee.
The search fee and the international fee (both the
basic fee and the designation fees) will be refunded
where the Receiving Office refuses to “accord” an
“international filing date” (PCT Rules 15.6 and 16.2).
Such refusal will occur, generally speaking, where the

international application is defective in certain re-
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spects. Where a (later) internationa! application claims
the priority of another (earlier) U.S. national applica-
tion which has been the subject of search by the U.S,
and the U.S. International Searching Authority will
carry out the search on the later application, a re-
duced search fee of $250.00 is set in respect of the
later application (37 CFR 1.445(a)(2)).

FEE CALCULATION SHEET (ForM PCT/RQ/101
ANNEX

This sheet is not counted as a part of the interna-
tional application for purposes of determining the
amount of the Basic International fee (PCT Rule
15.2(a)).

The instructions for use of this form are printed on
the reverse side of the form. When calculating fees,
the latest issue of the Official Gazette should be con-
sulted to determine the current level of the PCT fees.

1827.01 Advance for Unpaid Fees
PCT RULE 16bis
Advancing Fees by the International Bureau

16bis.] Guarantee by the International Bureau

(a) Where, by the time they are due under Rule 14.1 (b), Rule
15.4 (a) or (c) and Rule 16.1(f), the receiving Office finds that in
respect of an international application no fees were paid to it by the
applicant, or that the amount paid to it by the applicant is less then
what is necessary to cover the transmittal fee, the basic fee and the
search fee, the receiving Office shall charge the amount required to
cover those fees, or the missing part thereof, to the Internstional
Bureau and shall consider the said amount as if it had been paid by
the applicant at the due time.

(b) Where, by the time it or they are due under Rule 154 (b) or
(c), the receiving Office finds that in respect of an international ap-
plication the payment made by the applicant is insufficient to cover
the designation fees necessary to cover all the designations, the re-
ceiving Office shall charge the amount required to cover those fees
to the International Bureau and shall consider that smount sas if it
hss been paid by the application at the due time.

(c) The International Bureau shall transfer from time to time to
each receiving Office an amount which is expected to be necessary
for covering any charges that the receiving Office hes to mske
under paragraphs (z) and (b). The amnount and the time of such
transfers shall be determined by each receving Office according to
its own wish. The charging of any amount under paragraphs (a)
and (b) shall not require any advance notice to, Or any sgreement
by, the Internstional Buresu.

(d) Bach month, the receiving Office shall inform the Interns-
tional Buresu of the charges, if any, made under paragraphs (z) and
®).

16bis.2 Obligations of the Applicant, etc.

(2) The International Buresu shsll promptly notify the applicant
of any smount by which it was charged under Rule 16bis.1 (2) and
(b) and shall invite him to pay to it, within one month from the
date of the notification, the said amount sugmented by & surcharge
of 50%, provided that the surcharge will not be less, and will not
be more, than the amounis indicated in the Schedule of Fees. The
notification may refer to the charges made both under Rule 165is.1
(e) and (b) or, at the discretion of the International Buresu, there
may be two separate notifications, one referring to charges made
under Rule 16bis.1(), the other referring to charges made under
Rule 16bis.1(b).

(b) If the applicant fails to pay, within the ssid time limit, to the
International Bureau the amount cleimed, or pays less then what is
needed to cover the transmittal fee, the basic fee, the search fee,
one designation fee and the surcharge, the Internations! Buresu
shall notify the receiving Office accordingly and the receiving
Office shall declare the internstionel epplication withdrawn under
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Article 14(3Xa) and the receiving Office and the International
Bureau shall proceed as provided in Ruie 29,

(c) If the applicant pays, within the said time limit, to the Inter-
nationel Bureau an amount which is more than what is needed to
cover the fees and surcharges referred to in paragraph (b) but less
than what is needed to cover all the designatons maintained, the In-
ternational Bureau shall notify the receiving Office accordingly and
the receiving Office shall apply the amount paid in excess of what
is needed to cover the fees and surcharge referred to in paragraph
(b) in an order which shall be established as follows:

(i) where the applicant indicates to which designation or desig-
nations the amount is to be applied, it shall be applied according-
ly but, if the amount received is insufficient to cover the designa-
tions indicated, it shall be applied to as many designations as are
covered by it in the order chosen by the applicant in indicating
the designations;

(ii) to the extent that the applicant has not given the indica-
tions under item (i), the amount or the balance thereof shall be
applied to the designations in the order in which they appear in
the international application;

(iii) where the designation of a State is for the purposes of a
regional patent and provided that the required designation fee is,
under the preceding provisions, available for that designation, the
designation of any further States for which the same regional
patent is sought shall be considered as covered by that fee.

The receiving Office shall declare any designation not covered by
the amount paid withdrawn under Article 14(3Xb) and the receiv-
ing Office and the International Bureau shall proceed as provided
in Rule 29.

(d) The receiving Office shall not return to the International
Bureau any amount that it has charged to that Bureau for covering
the transmittal fee.

(e) Where the international application is considered withdrawn,
any amount charged to the International Bureau, other than the

amount needed to cover the transmittal fee and the search fee trans- .

ferred by the receiving Office to the International Searching Au-
thority, shall be returned by the receiving Office to the Internation-
al Bureau. .

(f) Where the international application is considered withdrawn,
any search fee charged by the receiving Office and transferred to
the International Searching Authority shall be transferred by that
Authority to the International Bureau unless the said Authority has
already started the international search.

(g) Where paragraph (c) applies, the émount charged by the re-
ceiving Office to the International Bureau for designations which,
as a consequence of the application of the order under that para-
graph, are not maintained, shall be returned {o the International
Bureau by the receiving Office.

16bis.  Notifications.

(a) Any receiving Office may exclude the application of Rules
16bis.1 and 16bis.2 by a written notification to that effect given to
the International Bureau by September 1, 1980. Such notification
may be withdrawn at any time. The International Bureau shall pub-
lish all such notifications and withdrawals in the Gazette.

(b) Former Rule 15.5* remains applicable in respect of any re-
ceiving Office giving a notification under paragraph (a).

“Former Rule 15.5—Partial Payment

(a) Where the amount of the International fee received by the re-
ceiving Office is not less than that of the basic fee and at least one
designation fee but less than the amount required to cover the basic
fee and all the designations made in the international application,
the amount received shall be applied as follows:

(i) to cover the basic fee, and

(i) to cover as many designation fees as, after deduction of the
basic fee may be covered in full by the amount received in the
order indicated in paragraph (b).

(b) The order in which the said amount shall be applied to the
designations shall be established as follows:

(i) where the applicant indicates to which designation or desig-
nations the amount is to be applied, it shall be applied according-
ly but, if the amount received is insufficient to cover the designa-
tions indicated, it shall be applied to as many designations as are
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covered by it in the order chosen by the applicant in indicsting
the designations;

(ii) to the extent that the applicant has not given the indica-
tions under item (i), the amount or the balance thereof shall be
applied to the designations in the order in which they appear in
the internationsl application;

(iii) where the designation of a State is for the purposes of a
regional patent and provided that the required designation fee is,
under the preceding provisions, available for that designation, the
designation of any further States for which the same regional
patent is sought shall be considered as covered by that fee.

ADMINISTRATIVE IKSTRUCTIONS SECTION 208

Application of Moneys Received by the Receiving Office in Certuin
Cases: Charging of Deficiency to the International Buresu

(8) A receiving Office which has not excluded the operation of
rule 16bis.1 and 165is2 shall, to the extent that it has received
instructions from the applicant as to the fees to which it shall apply
moneys received by it from the applicant, apply those moneys ac-
cordingly.

(b) Where a receiving Office referred to in paragraph (a) receives
moneys from the applicant which, together with any other moneys
so received, are not sufficient to cover in full the transmittal fee (if
any), the international fee and the search fee (if any), the receiving
Office shall, to the extent that it has not received instructions from
the applicant as to the fees to which it shall apply the moneys
which are available for the purpases, apply those moneys in pay-
ment, successively, of the fees set out below to the extent that they
are due and unpaid and in the order in which they appear below:

(i) the transmittal fee;

(ii) the basic fee part of the international fec;

(iii) the search fee;

(iv) the designation fee part of the international fee.

(c) Where, pursuant to paragraph (b), the receiving Office.applies
moneys in payment of the designation fees, it shall apply them to
those fees successively in the order in which the designations
appear in the international application up to and including the last
designation, the fee for which is fully covered by the moneys.

(dXi) When notifying the International Bureau pursuant to Rule
16bis. 1(d) as to amounts charged to that Bureau pursuant to Rule
16bis. 1(a) and/or Rule 16bis. 1(b), the receiving Office shall, if it has
received moneys from the applicant, inform that Bureau of the fees
to which those moneys have been applied and the fees which it hes
charged to the International Bureau. The receiving Office shall,
where appliceble, indicate the designation (if any) for which the
fees were paid by moneys (if any) so received and the designatiors
for which the fees were charged to the Internationa! Bureau.

(ii) Where moneys have been applied by the receiving Office in
accordance with an instruction received from the applicant as
mentioned in paragraph (a), the receiving Office shell inform the
International Buresu as to the effect of the said instruction, pref-
erably by sending the International Bureau a copy of & written
communication received from the applicant.

Rule 16bis was added to provide greater security to
the applicant and his professional representative in the
case of a mistake (as to the prescribed amount) or
delay (beyond the prescribed time limit) in the pay-
ment of fees to the Receiving Office (transmitial fee,
search fee, basic fee and designation fees). The system
introduced by the Rule guarantees that any such mis-
take or delay will not result in a loss of rights without
the International Bureau of WIPO first having issued
an invitation to the applicant to pay any amount that
was missing when the time for payment expired. Pay-
ment pursuant to such an invitation will be subject to
a surcharge which in general will be equal to 50% of
the missing amount but which will have an upper
limit of 594 Swiss francs and a lower limit of 236
Swiss francs. Any payment made in conformity with
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such an invitation will be regarded as if it had been
made within the prescribed—but, in fact, missed—
time limit.

The new system operated in the following fashion.
Where the receiving Office finds the amount paid to
- be insufficient to cover all fees due, the Receiving
Office will charge the International Bureau with the
amount due. The International Bureau will then notify
the applicant of the amount it has advanced and will
invite the applicant to pay the International Bureau
the amount advanced together with a 50% surcharge,
provided that the surcharge cannot be less than 236
Swiss francs or more than 594 Swiss francs (see the
Schedule of Fees.) If the applicant does not timely
pay the required amount to the International Bureau,
the International Bureau will notify the Receiving
Office which will then declare the international appli-
cation or certain designations withdrawn.

If applicant decides not to pay certain designation
fees, it is requested that a letter be sent to the Receiv-
ing Office specifically withdrawing such designations.
If no such withdrawal letter is received and some des-
ignations remain unpaid one year after the priority
date, the procedure under PCT Rule 16bis will be
used.

1828 Priority Document
PCT RULE 17

The Priority Document
17.1 Obligation to Submit Copy of Earlier National Application

(a) Where the priority of an earlier national application is
claimed under Ariicle 8 in the international application, a copy of
the said national application, certified by the authority with which
it was filed (“the priority document”), shall, unless already filed
with the receiving Office, together with the international applica-
tion, be submitted by the applicant to the International Bureau or
to the receiving Office not later than 16 months after the priority
date or, in the case referred to in Article 23(2), not later than at the
time the processing or examination is requested. Where submitted
to the receiving Office, the priority document shall be transmitted
by that Office to the International Bureau together with the record
copy or promptly after having been received by that Office. In the
latter case, the receiving Office shall indicate to the International
Bureau the date on which it received the priority document.

(b) Where the priority document is issued by the receiving
Office, the applicant may, instead of submitting the priority docu-
ment, request the receiving Office to transmit the priority docu-
ment to the International Bureau. Such a request shall be made not
later that the expiration of the applicable time limit referred to
under paragraph (a) and may be subjected by the receiving Office
to the payment of a fee. The receiving Office shall, promptly after
receipt of such request, and, where applicable, the payment of such
fee, transmit the priority document to the International Bureau with
an indication of the date of receipt of such request.

(c) If the requirements of neither of the two preceding para-
graphs are complied with, any designated State may disregard the
priority claim.

(d) The International Bureau shall record the date on which the
priority document has been received by it or by the receiving
Office. Where applicable, the date of receipt by the receiving
Office of a request referred to under paragraph (b) shall be record-
ed as the date of receipt of the priority document, The Internation-
al Bureau shall notify the applicant and the designated Offices ac-
cordingly.

17.2  Availability of Copies

(a) The International Bureau shall, at the specific request of the
“designated Office, promptly but not before the expiration of the

time limit fized in Rule 17.1(a), furnish & copy of the priority docu-
ment to that Office. No such Office shall ask the applicant himself
to furnish it with a copy, except where it requires the furnishing of
a copy of the priority document together with & certified transie-
tion thereof. The applicant shall not be required to furnish a certi-
fied translation to the designated Office before the expiration of the
applicable time limit under Article 22.

(b) The International Bureau shall not meke copies of the priority
document avsilsble to the public prior to the international publica-
tion of the international application.

(c) Paragraph (s) and (b) shall apply also to any earlier interns-
tional application whose priority is claimed in the subsequent inter-
national application.

PCT ADMINISTRATIVE INSTRUCTION SECTION 411

Notification that the Certified Copy of the Priority Document Has Not
Been Submitted

Where the time limit under Rule 17.1(a) has expired and the In.
ternational Bureau has not received a certified copy of the priority
document, it shall notify the applicant and the designated Offices
accordingly.

37 CFR 1451 The priority claims and priority document i an in-
ternational application. (a) The claim for priority must be made on
the Request (PCT Rule 4.10) in @ manner complying with Sections
110 and 201 of the Administrative Instructions.

(b) Whenever the priority of an earlier United States netionel ap-
plication is claimed in an international application, the applicant
may request in a letter of transmittal accompanying the internation-
al application upon filing with the United States Receiving Office,
that the Patent and Trademark Office prepare a ceriified copy of
the national application for transmittal to the International Bureau
(PCT Art. 8 and PCT Rule 17). The fee for preparing a certified
copy is stated in § 1.19(a)(3) and (b)1).

(c) If a certified copy of the priority document is not submitied
together with the international application on filing, or, if the prior-
ity application was filed in the United States and a request and ap-
propriate payment for preparation of such a certified copy do not
accompany the international application on filing, the certified copy
of the priority document must be transmitted directly by the appli-
cant to the International Bureau within the time limit specified in
PCT Rule 17.1(2).

Under the PCT procedure, the applicant may file
the certified copy of the earlier filed national applica-
tion together with the international application in the
Receiving Office for transmittal with the Record
Copy, or alternatively the certified copy may be sub-
mitted directly by the applicant to the International
Bureau not later than 16 months after the priority
date or, if the applicant has requested early processing
in any Designated Office, not later than the time such
processing or examination is requested. The Interna-
tional Bureau will notify the applicant and the Desig-
nated Offices of the date on which the certified copy
was received. The International Bureau will normally
furnish copies of the certified copy to the various
Designated Offices so that the applicant will not nor-
mally be required to submit certified copies to each
designated Office.

Under 37 CFR 1.45], a third alternative for trans-
mittal of the certified copy of the priority document
exists. The applicant may request, on filing the inter-
national application, that the United States Receiving
Office prepare and transmit a certified copy of a U.S.
national application, the priority of which is claimed,
to the International Bureau. The United States Re-
ceiving Office will prepare and transmit the certified
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copy provided that the fees for copying and certifica-
tion are paid. See § 1830, item (1).

Applicants may also request the Unites States Re-
ceiving Office to prepare and transmit to the Interna-
tional Bureau a certified copy of a priority application
filed in the U.S. by checking Box No. VI of the Re-
quest form and by paying or authorizing the payment
of the fee therefor. The fee Calculation Sheet annexed
to the Request form has a checkbox for authorizing
charges for preparation of certified copies of priority
applications to a Deposit Account. The fee for a certi-
fied copy of a priority application is .set forth in 37
CFR 1.19(a)(3) and (b)(1).

1830 PCT International Application Transmittal
Letter

. A PCT international application transmittal letter,
form PTO-1382, is available free of charge for appli-
cants to use when filing PCT international applica-
tions with the United States Receiving Office. The
form is intended to simplify the filing of PCT interna-
tional applications by providing a one-page letter
which covers the most common requests and con-
cerns of applicants. Specifically covered are:

(1) Requests under 37 CFR 1.451 for preparation
and transmittal to the International Bureau of certified
copies of the U.S. national applications, the priority of
which is claimed in international application;

(2) Choice of Searching Authority to conduct the
International search. Currently, applicants may
choose either the U.S. Patent and Trademark Office
or the European Patent Office as the Searching Au-
thority.

(3) Authorizations for any required additional
search fees requested by the United States Interna-
tional Searching Authority to be charged to a Deposit
Account subject to oral confirmation of the authoriza-
tion. It should be noted that if the European Patent
Office is chosen as the Searching Authority, any sup-
plemental search fees requested by that office are pay-
able directly to the European Patent Office.

(4) Indications of information concerning differ-
ences in disclosure, if any, between the international
application and related applications to assist in deter-
mining any foreign transmittal licensing requirements
as well as for other purposes; and

(5) Requests for foreign transmittal license.

1832 License Request for Foreign Filing Under
the PCT '

A license for foreign filing is not required to file an
international application in the United States Receiv-
ing Office but may be required before the applicant or
the U.S. Receiving Office can forward a copy of the
international application to a foreign patent office, the
International Bureau or other foreign authority (35
U.S.C. 368, 37 CFR 5.1 and 5.11). A foreign filing li-
cense to permit transmittal to a foreign office or inter-
national authority is not required if the international
application does not disclose subject matter in addi-
tion to that disclosed in a prior U.S. national applica-
tion filed more than six months prior to the filing of

the international application (37 CFR 5.11(a)}2)). In
all other instances, the applicant should petition for a
license for foreign filing (tramsmittal) 37 CFR 5.12)
and if appropriate, identify any additional subject
natter in the international application which was not
in the earlier U.S. national application (37 CFR 5.14
(c)). This request and disclosure information may be
supplied on the PCT international application trans-
mittal letter form, PTO-1382.

If no petition or request for a forzign filing license
is included in the international application, and it is
clear that a license is required because of the designa-
tion of foreign countries and the time at which the
Record Copy must be transmitted, it is current Office
practice to construe the filing of such an international
applicaion to include a request for a foreign filing li-
cense. If the license can be granted it will be issued
without further correspondence. If no license can be
issued, or further information is required, applicant
will be contacted. The automatic request for a foreign
filing license does not apply to the filing of a foreign
application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international ap-
plication, the application will not be forwarded to the
International Bureau as long as the secrecy order re-
mains in effect (PCT Article 27(8) and 35 U.S.C. 368).
If the secrecy order remains in effect at the end of the
15th month after the priority date of the international
application, the international application will be de-
clared withdrawn (abandoned) because the Record
Copy of the international application was not re-
ceived in time by the International Bureau (37 CFR
5.3(d), PCT Article 12(3), and PCT Rule 22.3). It is,
however, possible to save the U.S. filing date, if the
United States of America has been designated, by ful-
filling the requirements of 35 U.S.C. 37i(c) prior to
the end of the 15th month.

1840 International Stage Time Limits
PCT ARTICLE 47
Time Limits

(1) The details for computing time limits referred to in this
Treaty are governed by the Regulations.

(2Xa) Al time limits fixed in Chapters I and II of this Treaty
may, outside any revision under Article 60, be modified by a deci-
sion of the Contracting States.

(b) Such decisions shall be made in the Assembly or through
voting by correspondence and must be unanimous.

(c) The details of the procedure are governed by the Regulations.

PCT ARTICLE 48
Delay in Meeting Certain Time Limits

(1) Where any time limit fixed in this Treaty or the Regulations
is not met because of interruption in the meil service or unavoid-
able loss or delay in the mail, the time limit shall be deemed to be
met in the cases and subject to the proof and other conditions pre-
scribed in the Regulations.

(2X2) Any Contracting State shall, as far ss that State is con-
cerned, excuse, for ressons admitted under its national law, any
delay in meeting any time limit.
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(b) Any Contracting State may, as far as that State is concerned,
excuse, for reasons other than those referred to in subparagraph (),
any delay in meeting any time limit.

PCT RULE 79
Calender

79.1 Expressing Dates

Applicants, national Offices, receiving Offices, International
Searching and Preliminary Examining Authorities, and the Interna-
tional Bureau, shall, for the purposes of the Treaty and the Regula-
tions, express any date in terms of the Christian era and the Grego-
rian calendar, or, if they use other eras and calendars, they shall
also express any date in terms of the Christian era and the Grego-
rian calendar.

PCT RULE 80
Computation of Time Limits

80.1 Periods Expressed in Years

When a period is expressed as one year or a certain number of
years, computation shall start on the day following the day on
which the relevant event occurred, and the period shall expire in
the relevant subsequent year in the month having the same name
and on the day having the same number as the month and the day
on which the said event occurred provided that if the relevant sub-
sequent month has no day with the same number the period shall
expire on the last day of that month.

80.2 Periods Expressed in Months

When a period is expressed as one month or a certain number of
months, computation shall start on the day following the day on
which the relevant event occurred, and the period shall expire in
the relevant subsequent month on the day which has the same
number as the day on which the said event occurred, provided that
if the relevant subsequent month has no day with the same number
the period shall expire on the last day of that month.

80.3 Periods Expressed in Days

When a period is expressed as a certain number of days, compu-
tation shall start on the day following the day on which the rele-
vant event occurred, and the period shall expire on the day on
which the last day of the count has been reached.

80.4 Local Dates

(2) The date which is taken into considerzation as the starting date
of the computation of any period shall be the date which prevails in
the locality at the time when the relevant event occurred.

(b) The date on which any period expires shall be the date which
prevails in the locality in which the required document must be
filed or the required fee must be paid.

80.5 Expiration on a Non-Working Day

If the expiration of any period during which any document or fee
must reach a national Office or intergovernmental organization falls
on & day on which such Office of organization is not open to the
public for the purposes of the transaction of official business, or on
which ordinary mail is not delivered in the locality in which such
Office or organization is situated, the period shall expire on the
next subsequent day on which neither if the said two circumstances
exists.

80.6 Date of Documents

(a) Where 2 period starts on the day of the date of & document or
letter emansating from a national Office or intergovernmental orga-
nization, any interested party may prove that the said document or
letter was mailed on a day later than the date it bears, in which
case the date of sctual mailing shall, for the purposes of computing
the period, be considered to be the date on which the period starts.
Irrespective of the date on which such & document or letter was
mailed, if the applicant offers to the national Office or intergovern-
mental organization evidence which satisfies the national Office or
intergovernmental organization that the document or letter was re-

. ceived more than 7 days after the date it bears, the nationsl Office

or intergovernmental organization shall treat the period starting
from the date of the document or letter as expiring later by an ad-
ditional number of days which is equal to the number of days
which the document or letter was received later than 7 days after
the date it bears.

(b) Any receiving Office may exclude the application of the
second sentence of paragraph (a) by a written notification to that
effect given to the International Buresu by September 1, 1980.
Such notification may be withdrawn at any time. The International
Bureau shall publish all such notificstions and withdrawals in the
Gazette. (Note: the United States Receiving Office has not ex-
cluded the application of the second sentence of paragraph (a) of
Rule 80.6)

80.7 End of Working Day

(a) A period expiring on a given day shall expire at the moment
the national Office or intergovernmental organization with which
the document must be filed or to which the fee must be paid closes
for business on that day.

(b) Any Office or organization may depart from the provisions of
paragraph (a) up to midnight on the relevant day.

(c) The International Bureau shall be open for business until 6
p-m.

PCT RULE 82
Irregularities in the Mail Service

82.1 Delay or Loss in Mail

(2) Any interested party may offer evidence that he has mailed
the document or letter 5 days prior to the expiration of the time
limit. Except in cases where surface mail normally arrives st its
destination within 2 days of mailing, or where no airmail service is
available, such evidence may be offered only if the mailing was by
airmail. In any case, evidence may bte offered only if the mailing
was by mail registered by the postal authorities.

(b) If such mailing is proven to the satisfaction of the national
Office or intergovernmental organization which is the addressee,
delay in arrival shall be excused, or, if the document or letter is lost
in the mail, substitution for it of a new copy shall be permitted,
provided that the interested party proves to the satisfaction of the
said Office or organization that the document or letter offered in
subsititution is identical with the document or letter lost.

(c) In the cases provided for in paragraph (b), evidence of mail-
ing within the prescribed time limit, and, where the document or
letter was lost, the substitute document or letter as well, shall be
submitted within 1 month after the date on which the interested
party noticed—or with due diligence should have noticed—the
delay or the loss, and in no case later than 6 months after the expi-
ration of the time limit applicable in the given case.

82.2 Interruption in the Mail Service

(a) Any interested party may offer evidence that on any of the 10
days preceeding the day of expiration of the time limit the postal
service was interrupted on account of war, revolution, civil disor-
der, strike, natural calamity, or other like resson, in the locality
where the interested party resides or has his place of business or is
staying. Co

(b) If such circumstances are proved to the satisfaction of the na-
tional Office or intergovernmental organization which is the ad-
dressee, delay in arrival shall be excused, provided that the interest-
ed party proves to the satisfaction of the said Office or organization
that he effecied the mailing within § days after the mail service was
resumed. The provisions of Rule 82.1(c) shall apply mutatis mutan-
dis.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 110

Dates

Any date in the international application, or used in any corre-
spondence emanating from International Authorities relating to the
international application, shall be indicated by the Arabic number
of the day, by the name of the month, and by the Arabic number of
the year. The receiving Office, where the applicent has not done
s0, or the International Bureau, where the applicant has not done

1800-38



PATENT COOPERATION TREATY 1845

80 end the receiving Office fails to do so, shall, after or below eny
date indicated by the applicant in the request, repeat the date, in
parenthesis, by indicating it by two-digit Arabic numerals each for
the number of the day, for the number of the month and for the
last two numbers of the year, in that order and with a period after
the digit pairs of the day and of the month (for example, “30 March
1978 (20.03.78)").

35 U.S.C. 364. International stage: Procedure. (a) Intemational ap-
plications shall be processed by the Patent Office when acting as a
Receiving Office or Iaternational Searching Authority, or both in
accordance with the applicable provisions of the treaty, the Regula-
tions, and this title.

(b) An applicant’s failure to act within prescribed time limits in
connection with requirements pertaining to a pending international
application may be excused upon a showing satisfactory to the
Commissicner of unavoidable delay, to the extent not precluded by
the treaty and the Regulations, and provided the conditions im-
posed by the treaty and the Regulations regarding the excuse of
such failure to act are complied with.

37 CFR 1.465 Timing of application processing based on the priority
date. (a) For the purpose of computing time limits under the
Treaty, the priority date shall be defined as in PCT Art. 2(xi).

(6) When a claimed priority date is cancelled under PCT Rule
4.10(d), or considered not to have been made under PCT Rule
4.10{b), the priority date for the purposes of computing time linits
will be the date of the earliest valid remaining priority claim of the
international application, or if none, the intemational filing date.

(c) When corrections under PCT Art. 11(2), Art. 14(2) or PCT
Rule 20.2(2) (i) or (iii) are timely submitted, and the date of receipt
of such corrections falls later than one year from the claimed prior-
ity date or dates, the Receiving Office shall proceed under PCT
Rule 4.10(d).

37 CFR 1.468 Delays in meeting time limits. Delays in meeting
time limits during international processing of international applica-
tions may only be excused as provided in PCT Rule 82. For delays
in meeting time limits in & national application, see § 1.137.

1845 Receiving Office Procedure
PCT ARTICLE 10

The Receiving Office

The international application shall be filed with the prescribed re-
ceiving Office, which will check and process it as provided in this
Tresty and the Regulations.

PCT RULE 20
Receipt of the International Application

20.1 Date and Number

(a) Upon receipt of papers purporting to be an international ap-
plication, the receiving Office shall indelibly mark the date of
actual receipt in the space provided for that purpose in the request
form of each copy received and one of the numbers assigned by the
International Buresu to that Office on each sheet of each copy re-
ceived.

(b) The place on each sheet where the date or number shall be
marked, and other details, shall be specified in the Administrative
Instructions.

20.2 Receipt on Different Days

(2) In cases where all the sheets periaining to the same purported
international epplication are not received on the same day by the
receiving Office, that Office shall correct the date marked on the
request (still leaving legible, however, the earlier date or dates al-
ready marked) so that it indicates the day on which the papers
completing the international application were received, provided
that:

(i) where no invitation under Article 11(2}(2) to correct was
sent to the applicant, the said papers are received within 30 days
froin the date on which sheets were first received;

(i) where an invitation under Article 11(2)e) to correct was
sent to the applicant, the said papers are received within the ap-
plicable time limit under Rule 20.6;

(iii) in the case of Article 14(2), the missing drawings are re-
ceived within 30 days from the date on which the incomplete
papers were filed;

(iv) the absence or later receipt of any sheet containing the ab-
stract or past thereof shall not, in itself, require any correction of
the date marked on the request.

(b) Any sheet received on a dste later than the dete on whick
sheets were first received shall be marked by the receiving Office
with the dste on which it was received.

20.3 Corrected International Application

In the case referred to in Article 11(2)(b). the receiving Office
shall correct the date marked on the request (still lesving legible,
however, the earlier date or dates already marked) so that it indi-
cates the day on which the last required correction was received.

20.3bis Manner of Carrying Out Corrections

The Administrative Instructions prescribe the manner in which
corrections required under Articie 11(2}a) shall be presented by
the applicant and the manner in which they shall be entered in the
file of the international application.

20.4 Determination Under Article 11(1)

(2) Promptly after receipt of the papers purporting to be an inter-
national application, the receiving Office shall determine whether
the papers comply with the requirements of Article 11(1).

(b) For the purposes of Article 11(1)iii}c), it shall be sufficient
to indicate the name of the applicant in a way which allows his
identity to be established even if the name is misspelled, the given
names are not fully indicated, or, in the case of legal entities, the
indication of the name is abbreviated or incomplete.

20.5 Positive Determination

(a) If the determination under Article 11(1) is positive, the receiv-
ing Office shall stamp in the space provided for that purpose in the
request form the name of the receiving Office and the words “PCT
International Application,” or “Demande internationale PCT.” If
the official language of the receiving Office is neither English nor
French, the words “International Application” or “Demande inter-
nationale” may be accompanied by a translation of these words in
the official language of the receiving Office.

(b) The copy whose request sheet has been so stamped shall be
the record copy of the international application.

(c) The receiving Office shall promptly notify the applicant of
the international application number and the international filing
date.

20.6 Invitation to Correct

(a) The invitation to correct under Article 11(2) shall specify the
requirement provided for under Article 11(1) which, in the opinion
of the receiving Office, has not been fulfilled.

(b) The receiving Office shall promptly mail the invitation to the
applicant and shall fix a time limit, reasonable under the circum-
stances of the case, for filing the correction. The-time limit shall
not be less than 10 days, and shall not exceed 1 month, from the
date of the invitation. If such time limit expires after the expiration
of 1 year from the filing date of any application whase priority is
claimed, the receiving Office may call this circumstance to the &t-
tention of the applicant.

20.7 Negative Determination

If the receiving Office does not, within the prescribed time limit,
receive a reply to its invitation to correct, or if the correction of-
fered by the applicant still does not fulfill the requirements pro-
vided for under Article 11(1), it ghall:

(i) promptly notify the applicant that his application i¢ not and
will not be treated ss an internstional application and shell indi-
cate the reasons therefor, .

(i) notify the International Bureau that the number it has
marked on the papers will not be used as an internationsal applica-
tion number,

(iii) keep the papers constituting the purported international ap-
plication and any correspondence relating thereto as provided in
Rule 93.1, and
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(iv) send a copy of the said papers to the International Bureau
where, pursuant to a request by the applicant under Article 25(1),
the International Bureau needs such & copy and specially asks for
it.

20.8 Error by the Receiving Office

If the receiving Office later discovers, or on the basis of the ap-
plicant’s reply realizes, that it has erred in issuing an invitation to
correct since the requirements provided for under Article 11(1)
were fulfilled when the papers were received, it shall proceed as
provided in Rule 20.5.

20.9 Certified Copy for the Applicant

Against payment of a fee, the receiving Office shall furnish to the
applicant, on request, certified copies of the international applica-
tion as filed and of any corrections thereto.

PCT RULE 26

Checking and Correcting Certain Elements of the International
Application
26.1 Time Limit for Check
(2) The receiving Office shall issue the invitation to correct pro-

vided for in Arsticle 14(1)(b) as soon as possible, preferably within 1

month from the receipt of the international application.

(b) If the receiving Office issues an invitation to correct the
defect referred to in Article 14(1)(a) (iii) or (iv) (missing title or
missing abstract), it shall notify the International Searching Author-
ity accordingly.

26.2 Time Limit for Correctior.

The time limit referred to in Article 14(1Xb) shall be reasonable
under the circumstances of the particular case and shall be fixed in
each case by the receiving Office. It shall not be less than 1 month
and normally not more than 2 months from the date of the invita-
tion to correct.

26.3 Checking of Physical Requirements under Article 14(1)(a)(v)

The physical requirements referred to in Rule 11 shall be
checked to the extent that compliance therewith is necessary for
the purpose of reasonably uniform international publication.

26.4 Procedure

(a) Any correction offered to the receiving Office may be stated
in a letter addressed to that Office if the correction is of such a
nature that it can be transferred from the letter to the record copy
without adversely affecting the clarity and the direct reproducibil-
ity of the sheet on to which the correction is to be transferred; oth-
erwise the applicant shall be required to submit a replacement sheet
embodying the correction and the letter accompanying the replace-
ment sheet shall draw attention to the differences between the re-
placed sheet and the replacement sheet.

(b) The receiving Office shall mark on each replacement sheet
the international application number, the date on which it was re-
ceived, and the stamp identifying the Office. It shall keep in its files
a copy of the letter containing the correction or, when the correc-
tion is contained in a replacement sheet, the replaced sheet, the
letter accompanying the replacement sheet, and a copy of the re-
placement sheet. . .

(c) The receiving Office shall promptly transmit the letter and
any replacement sheet to the International Bureau. The Internation-
al Bureau shall transfer to the record copy the corrections request-
ed in a letter, together with the indication of the date of its receipt
by the receiving Office, and shall insert any replacement sheet in
the record copy. The letter and any replaced sheet shall be kept in
the files of the International Bureau.

(d) The receiving Office shall promptly transmit & copy of the
letter and any replacement sheet to the International Searching Au-
thority.

26.5 Correction of Certain Elements

(a) The receiving Office shall decide whether the applicant has
submitted the correction within the prescribed time limit. If the

correction has been submitted within the prescribed time linit, the
receiving Oﬂrw-e shall decide whether the international spplication
so corrected is o i8 not to be considered withdrawn.

(b) The receiving Office shall mark on the papers contsining the
correction the date on which it received such papers.

26.6 Missing Drawings

(a) If, as provided in Article 14(2), the internationsl application
refers to drawings which in fact are not included in that applica-
tion, the receiving Office shell so indicate in the said application.

(b) The date on which the applicant receives the notification pro-
vided for in Article 14(2) shall have no effect on the time limit
fixed under Rule 20.2(a)iii).

35 U.S.C. 361. Receiving Office. (8) The Patent Office shall act as
a Receiving Office for international applications filed by nationals
or residents of the United States. In sccordance with any agree-
ment made between the United States and another country, the
Patent Office may also act as a Receiving Office for international
applications filed by residents or nationals of such country who are
entitled to file international applications.

(b) The Patent Office shall perform all acts connected with the
discharge of duties required of a Receiving Office, including the
collection of international fees and their transmittal to the Interna-
tiona! Bureau.

(c) International applications filed in the Patent Office shall be in
the English language.

(d) The basic fee portion of the international fee, and the trans-
mittal and search fees prescribed under section 376(a) of this part,
shall be paid on filing of an international application. Payment of
designation fees may be made on filing and shall be made not later
than one year from the priority date of the international applics-
tion.

37 CFR 1.412 The United States Receiving Qffice. (a) The United
States Patent and Trademark Office is a Receiving Office only for
applicants who are residents or nationals of the United States of
Armnerica.

(b) The Patent and Trademark Office, when acting as a Receiv-
ing Office, will be identified by the full title “United States Receiv-
ing Office” or by the abbreviation *RO/US.”

(c) The major functions of the Receiving Office include:

(1) According of international filing dates to international appli-
cations meeting the requirements of PCT Art. 11(1), and PCT Rule
20;

(2) Assuring that international applications meet the standards for
format and content of PCT Art. 14(1}, PCT Rule 9, 26, 29.1, 37, 38,
91, and portions of PCT Rules 3 through 11;

(3) Collecting and, when required, transmitting fees due for proc-
essing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and search copies to the International
Bureau and Internstional Searching Authority, respectively (PCT
Rules 22 and 23); and

(5) Determining compliance with applicable requirements of Part
5 of this chapter.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 105

Several Applicants

Where any internationa! application indicates as applicants sever-
al persons, it shall be sufficient, for the purpose of identifying that
application, to indicate, in any Form or correspondence relating to
such application, the name of the spplicant first named in the re-
quest.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 301

Notification of Receipt of Purporsed International Application

Any receiving Office may notify the applicant of the receipt of
the purported international application. The notification should in-
dicate the daste of actual receipt, the internstional application
number of the purported internstional application referred to in
Section 307 and the applicant’s file reference, where available, as
well as, where useful for purposes of identification, the title of the
invention.
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PCT ADMINISTRATIVE INSTRUCTIONS SECTION 308

Identifying the Copies of the International Application

{a) Where, under Rule 11.1(@), the international application has
been filed in one copy, the receiving Office shall, afier preparing
under Rule 21.1{g) the additional copies required under Article
12(1), mark,

(i) the words “RECORD COPY” in the upper lefthand corner
of the first page of the original copy,
(ii) in the same space on one additional copy, the words

“SEARCH COPY,” and

(iii) in the same space on the other such copy, the words

“HOME COPY,” or their equivalent in the language of the inter-

national application. )

(©) Where, under Rule 11.1(b), the internaticnal application has
been filed in more than one copy, the receiving Office shall choose
the copy must suitable for reproductior purposes, and mark the
words “RECORD COPY,” in the upper left-hand corner if its first
page. After verifying the identity of any additional copies and, if
applicable, preparing under Rule 21.1(5) the home copy, it shall
mark, in the upper left-hand comner of the first page of one such
copy, the words“SEARCH COPY,” and, in the same space on the
other such copy, the words “HOME COPY,” or their equivalent in
the language of the international application.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 307

System of Numbering International Applications

Papers purporting to be an international application under Rule
20.1 shall be marked with the international application number,
consisting of the letters “PCT,” a slant, the two-letter code, as in
Annex B, indicating the receiving Office, a two-digit indication of
the last two numbers of the year in which such papers were first
received, & slant and a five-digit number, allotted in sequential
order corresponding to the order in which the international applica-
tions are received (e.g., “PCT/SU78/00001”). However, if a nega-
tive determination is made under Rule 20.7 or a declaration is made
under Article 14(4), the letters “PCT” shall be deleted by the re-
ceiving Office from the indication of the international application
number on any papers marked previously with that number, and
the said number shall be used without such letters in any future
correspondence relating to the purported international application.

‘PCT ADMINISTRATIVE INSTRUCTIONS SECTION 308

Marking of the Sheets of the International Application

(a) The receiving Office shall indelibly mark, so as to admit of
direct reproduction in any of the manners set forth in Rule 11.2(a),
the international application number referred to in Section 307 in
the upper right-hand corner of each sheet of each copy of the pur-
ported international application. .

(b) The data to be indicated on any replacement sheet under
Rule 26.4(b) shall be indelibly marked by the receiving Office, so as
to admit of direct reproduction in any of the manners set forth in
Rule 11.2 (a), in the upper right-hand corner of each replacement
sheet.

PCT ADMINISTRATIVE INSTRUCTION SECTION 316
Procedure in the Case where the International Application Lacks the
Prescribed Signature

Where, under Article 14(1){a)i), the receiving Office finds that
any international application is defective in that it lacks the pre-
scribed signature, that Office shall send to the applicant, together
with the invitation to correct under Article 14(1)b) a copy of the
request part of the international application. The applicant shall,
within the prescribed time limit, return said copy efter affixing
thereto the prescribed signature.

The main procedural steps that any international
application goes through in the United States Receiv-
ing Office are the following:

(i) the international application and the related
fees are received by the Receiving Office and ap-

propriate records created (PCT Article 10);

(ii) the international application is checked by the
Receiving Office to determine whether it meets the
requirements prescribed by the PCT as to whether
a filing date may be granted, fees due on filing are
paid in full, whether the priority claim is accept-
able, and whether any pages or drawings are miss-
ing (PCT Article 11(1), PCT Rule 4.10 and 35
U.S.C. 361(d)). The checks performed by the Re-
ceiving Office are of a formal nature and do not go
into the substance of the invention;

(iij) where the checks by the United States Re-
ceiving Office show that the international applica-
tion does not meet the requirements for a filing date
or other matters are missing, that Office immediate-
ly communicates with the applicant in order to
obtain any possible necessary corrections (PCT Ar-
ticles 11(2) (a) and 14(3) and PCT Rule 4.10 and
20).

(iv) where—possibly after correction—the rele-
vant checks by the Receiving Office show that the
international application meets the requirements for
the granting of a filing date, an international filing
date is accorded to the international application by
the Receiving Office (PCT Artiles 11(1) and
11(2)(b), and PCT Rules 20.3, 20.4, and 20.5));

(v) the United States Receiving Office reviews
the "application for formal defects under Article
14(1), contacts the applicant or agent by telephone
and discusses any necessary corrections. The Re-
ceiving Office will mail an invitation to correct and
set a time limit for response, which is usually one
month.

(vi) the application is reviewed by Licensing and
Review Branch and copies of the international ap-
plication and other documents related thereto are
prepared and transmitted by the United States Re-
ceiving Office to the International Searching Au-
thority and to the International Bureau so that these
Authorities may carry out the procedural steps for
which they are responsible in the further processing
of the international application (PCT Article 12 and
PCT Rules 22, 23, 24, and 25).

WHERE T0 FILE

The United States Receiving Office is located in
Crystal Plaza, Arlington, Virginia, Building 2, Room
7-A04. International applications and related papers
may be deposited directly with the United States Re-
ceiving Office or mailed to: Commissioner of Patents
and Trademarks, Box PCT, Washington, D.C. 20231,
It should be noted that the “Express Mail” Certificate
of Mailing provisions of 37 CFR 1.10 apply to the
filing of all applications and papers filed in the U.S.
Patent and Trademark Office, including PCT interna-
tional applications and related papers and fees. It
should be further noted, however, that PCT interna-
tional applications and papers relating thereto are spe-
cifically excluded from the Certificate of Mailing pro-
cedures under 37 CFR 1.8. The United States Receiv-
ing Office staff is available to offer guidance on PCT
requirements and procedures. In person, telephone or
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written inquiries are welcome. Telephone inquiries
should be directed to (703) 557-2003. Written inquir-
ies should be addressed to: Commissioner of Patents
and Trademarks, Box PCT, Washington, D.C. 20231.

1845.01 Transmittal of Record Copy
' PCT ARTICLE 12

Transmittal of the International Application to the International
Bureau and the International Searching Authority

(1) One copy of the international application shall be kept by the
receiving Office (“home copy”), one copy (“record copy”) shall be
transmitted to the International Bureau, and another copy (“search
copy”) shall be transmitted to the competent International Search-
ing Authority referred to in Article 16, as provided in the Regula-
tions.

(2) The record copy shall be considered the true copy of the in-
ternational application.

(3) The international application shall be considered withdrawn if
the record copy has not been received by the International Bureau
within the prescribed time limit.

PCT RuLg 21
Preparation of Copies
21.1 Responsibility of the Receiving Office

(a) Where the international application is required to be filed in
one copy, the receiving Office shall be responsible for preparing
the home copy and the search copy required under Article 12(1).

(b) Where the international application is required to be filed in
two copies, the receiving Office shall be responsible for preparing
the home copy.

(c) If the international application is filed in less than the number
of copies required under Rule 11.1(b), the receiving Office shall be
responsible for the prompt preparation of the number of copies re-
quired, and shall have the right to fix a fee for performing that task
and to collect such fee from the applicant.

PCT RULE 22
Transmittal of the Record Copy

22.1 Procedure

(a) If the determination under Article 11(1) is positive, and unless
prescriptions concerning national security prevent the international
application from being treated as such, the receiving Office shall
transmit the record copy to the International Bureau. Such trans-
mittal shall be effected promptly after receipt of the international
application or, if a check to preserve national security must be per-
formed, as soon as the necessary clearance has been obtained. In
any case, the receiving Office shall transmit the record copy in time
for it to reach the International Bureau by the expiration of the
13th month from the priority date. If the transmittal is effected by
mail, the receiving Office shall mail the record copy not later than
5 days prior to the expiration of 13th month from the priority date.

(b) If the applicant is not in possession of the notification of re-
ceipt sent by the International Bureau under Rule 24.2(a) by the ex-
piration of 13 months and 10 days from the priority date, he shall
have the right to ask the receiving Office to give him the record
copy or, should the receiving Office allege that it has transmitted
the record copy to the International Bureau, a certified copy based
on the home copy.

(c) The applicant may transmit the copy he has received under
paragraph (b) to the International Bureau. Unless the record copy
transmitted by the receiving Office has been received by the Inter-
national Bureau before the receipt by that Buresu of the copy
transmitted by the applicant, the latter copy shall be considered the
record copy.

22.2 Alternative Procedure

(#) Notwithstending the provisions of Rule 22.1, any receiving
Office may provide that the record copy of any international appli-
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cation filed with it shall be trensmitted, at the option of the appli-
cant, by the receiving Office shell inform the Internstions! Buresu
of the existence of any such provision.

(b) The applicant shall exercise the option through & written
notice, which he shall file together with the internstiona applics-
tion. If he fails to exercise the said option, the spplicant shall be
considered t¢ have opted for transmittal by the receiving Office.

(c) Where the applicant opts for transmittal by the receiving
Office, the procedure shall be the same as that provided for in Rule
22.1

(d) Where the applicant opts for transmittal through him, he shall
indicate in the notice referred to in paragraph (b) whether he
wishes to collect the record copy at the receiving Office or wishes
the receiving Office to mail the record copy to him. If the appli-
cant expresses the wish to collect the record copy, the receiving
Office shall hold that copy at the disposal of the spplicent as soon
as the clearance referred to in Rule 22.1(a) has been obtained and,
in any case, including the case where a check for such clearance
must be performed, not later than 10 days before the expiration of
13 months from the priority date. If, by the expiration of the time
limit for receipt of the record copy by the International Buresu, the
applicant has not collected that copy, the receiving Office shall
notify the International Bureau accordingly. If the applicant ex-
presses the wish that the receiving Office mail the record copy to
him or fails to express the wish to collect the record copy, the re-
ceiving Office shall mail that copy to the applicant as soon as the
clerance referred to in Rule 22.1(a) has been obtained and, in any
case, including the case where a check for such clearance must be
performed, not later than 15 days before the expiration of 13
months from the priority date.

(e) Where the receiving Office does not hold the record copy st
the disposal of the applicant by the date fixed in paragraph (d), or
where, after having asked for the record copy to be mailed to him,
the applicant has not received that copy at least 10 days before the
expiration of 13 months from the priority date, the applicant may
transmit a copy of his international application to the International
Bureau. This copy (“provisional record copy") shall be replaced by
the record copy or, if the record copy has been lost, by a substitute
record copy certified by the receiving Office on the basis of the
home copy, as soon as practicable and, in any case, before the expi-
ration of 15 months from the priority date.

22.3  Time Limit Under Article 12(3)

(a) The time limit referred to in Article 12(3) shall be:

(i) where the procedure under Rule 22.1 or Rule 22.2(c) ap-
plies, 15 months from the priority date;

(ii) where the procedure under Rule 22.2(d) applies, 14 months
from the priority date, except that, where a provisional record
copy is filed under Rule 22.2(e), it shall be 14 months from the
priority date for the filing of the provisional record copy, and 15
months from the priority date for the filing of the record copy.

22.4 Statistics Concerning Non-Compliance With Rules 22.1 and
222

The number of instances in which, according to the knowledge
of the International Bureau, any receiving Office has not complied
with the requirements of Rules 22.1 and/or 22.2 shall be indicated,
once a year, in the Gazette.

22.5 Documents Filed With the International Application

Any power of attorney and any priority document filed with the
international application referred to in Rule 3.3(g)ii) shall accompa-
ny the record copy; any other document referred to in that Rule
shall be sent only st the specific request of the International
Bureau. If any document referred to in Rule 3.3(a)(if) which is indi-
cated in the check list as accompanying the internations! applica-
tion is not, in fact, filed st the latest by the time the record copy
leaves the receiving Office, that Office shall to note on the check
list and the szid indication shall be considered as if it hed not been
made.
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PCT RuLE 23

Tronsmittal of the Search Copy

23.1 Procedure

(a) The search copy shall be transmitted by the receiving Office
to the International Searching Authority at the latest on the same
day as the record copy is transmitted to the International Buresu
or, under Rule 22.2(d), to the applicant.

(b) If the International Bureau has not received, within 10 days
from the receipt of the record copy, information from the Interna-
tional Searching Authority that that Authority is in possession of
the search copy, the International Bureau shall promptly transmit a
copy of the international application to the International Searching
Auathority. Unless the International Searching Authority has erred
in alleging that it was not in possession of the search copy by the
expiration of the 13th month from the priority date, the cost of
making a copy for that Authority shall be reimbursed by the re-
ceiving Office to the International Bureau.

(c) The number of instances in which, according to the knowl-

- edge of the International Bureau, any receiving Office has not com-
plied with the requirement of Rule 23.1(a) shall be indicated, once a
year, in the Gazette.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 315

Netification of Non-Collection of Record Copy

Where, under Rule 22.2(d), the receiving Office has, in accord-
ance with the applicant’s wish, held the record copy at the disposal
of the applicant, and the applicant has not collected that copy by
the expiration of the time limit for receipt of that copy by the In-
ternational Bureau, the receiving Office shall notify the applicant
accordingly.

37 CFR 1.461 Procedures for transmittal of record copy to the Inter-

national Bureau. (a) Transmittal of the record copy of the interna-

tional application to the International Bureau shall be made, at the
option of the applicant, either by the United States Receiving
Office or by the applicant. Subject to paragraph (b) of this section,
any applicant who chooses to make such transmittal personally
shali notify the United States Receiving Office to that effect in
writing, by way of a notice filed together with the international ap-
plication. Such notice shall also state whether the applicant wishes
to collect the record copy at the United States Receiving Office or
to have the record copy mailed directly to him. The record copy
of an international application which was filed without being ac-
companied by such notice will be transmitted to the International
Bureau by the United States Receiving Office (PCT Rule 22).

(b) An applicant may transmit the record copy to the Interna-
tional Bureau as provided in PCT Rule 22.2 only if the internation-
al application is filed with the United States Receiving Office
before the expiration of 11 months from the priority date.

(c) No copy of an international application may be transmitted to
the International Bursau, a foreign Designated Office, or other for-
eign authority by the United States Receiving Office or the appli-
cant, unless the applicable requirements of Part 5 of this chapter
have been satisfied.

The PCT provides for two alternative procedure,
for the transmittal of the record copy. For full details
see PCT Rules 22.1 and 22.2.

(i) Under the first alternative, which constitutes
the normal procedures the transmittal of the record
copy and documents filed therewith (PCT Rule
22.5) are effected by the United States Receiving
Office, which notifies the applicant of the date of
transmittal on form PCT/RO/150. The Internation-
al Bureau, upon receipt of the Record Copy,
promptly notifies the applicant using form (PCT/
1B/301) that it has received the record copy (PCT
Article 12(1) and PCT Rules 22.1 and 24.2(a)). If
the applicant has not received notification from the
International Bureau that the record copy has been
received within 13 months and 10 days from the
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priority date, he or she may assume that the record

copy has not reached the International Bureau and

he may ask the Receiving Office 1o give him or her
the record copy or a certified copy based on the
home copy and send it himself or herself to the In-

ternational Bureau (PCT Rules 22.1 (b) and (c)).

The record copy must, in this case too, reach the

International Bureau not later than 15 months from

the priority date (PCT Rule 22.3).

(ii) Under the second alternative, only applied in
the case of international applications filed prior to
the expiration of 11 months from the priority date,
the applicant may, at his or her option, effect the
transmittal of the record copy (PCT Rule 22.2 and
37 CFR 1.461 (a) and (b)).

Under this alternative the Record Copy must be
made available to the applicant to send to the Interna-
tional Bureau within time limits specified in PCT
Rule 22.2(d). The applicant must assure that the
Record Copy or an acceptable substitute, specified in
PCT Rule 22.2(d) is received by the International
Bureau by 14 months after the expiration of the prior-
ity date.

Under either alternative, if a substitute Record
Copy has been filed with the International Bureau,
the Record Copy itself or a certified copy prepared
from the Home Copy must also be filed before the ex-
piration of 15 months from the priority date.

The international fees will also be forwarded to the
International Bureau by the Receiving Office (35
U.S.C. 42). Since the applicant is required to file only
one copy of the international application in the United
States Receiving Office (37 CFR 1.433), the United
States Receiving Office will prepare the “Search
Copy” for the International Searching Authority and
the “Home Copy” for its own records (PCT Rule
21.1 and Administrative Instructions Section 305(a)).

SAFEGUARDS FOR ASSURING TIMELY RECEIPT OF THE
REcoORD Cory

The following steps are being taken by the United
States Receiving Office to insure timely receipt of the
Record Copy by the International Bureau.

(1) The Record Copy is sent by Registered Air-
mail to the International Bureau with transmittal
letter listing contents.

(ii) The Applicant is informed of the date of mail-
ing of the Record Copy by form PCT/RO/150
from the United States Receiving Office.

(iii) A Telex is sent to the International Bureau in
Geneva giving notice of mailing and the Mail Reg-
istration number.

(iv) The International Burean immediately ac-
knowledges receipt of the Telex to the United
States Receiving Office.

(v) The Applicant is informed of receipt of the
Record Copy by the International Bureau.

(vi) The United States Receiving Office is in tele-
phone contact with the International Bureau in
Geneva, Switzerland at least once a week, at which
time questions are handled and records are coordi-
nated.
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If for some reason, the Record Copy is not re-
ceived by the International Bureau by the expiration
of the 13th month from the priority date, the appli-
cant and the Receiving Office have two additional
months under PCT Rule 22.3(a) to provide a copy to
the International Bureau before the application is de-
clared withdrawn under PCT Article 12(3).

1845.02 Correction of Defects Before the Receiv-
ing Office

PCT ARTICLE }4

Certair Defects in the International Application

(1)Xe) The receiving Office shall check whether the international
application contains any of the following defects, that is to say:

(1) it is not signed as provided in the Regulations;

(ii) it does not contain the prescribed indications concerning
the applicant;

(iii) it does not contain a title;

(iv) it does not contain an gbstract;

(v) it does not comply to the extent provided in the Regula-
tions with the prescribed physical requirements.

(b) If the receiving Office finds any of the said defects, it shall
invite the applicant to correct the international application within
the prescribed time limit, failing which that application shall be
considered withdrawn and the receiving Office shall so declare.

(2) If the international application refers to drawings which, in
fact, are not included in that application, the receiving Office shall
notify the applicant accordingly and he may furnish them within
the prescribed time limit and, if he does, the international filing date
shall be the date on which the drawings are received by the receiv-
ing Office. Otherwise, any reference to the said drawings shall be
considered non-existent

(3Xa) If the receiving Office finds that, within the prescribed
time limits, the fees prescribed under Article 3(4)(iv) have not been
paid, or no fee prescribed under Article 4(2) has been paid in re-
spect of any of the designated States, the international application
shall be considered withdrawn and the receiving Office shall so de-
clare.

(b) If the receiving Office finds that the fee prescribed under Ar-
ticle 4(2) has been paid in respect of one or more (but less than all)
designated States within the prescribed time limit, the designation
of those States in respect of which it has not been paid within the
prescribed time limit shall be considered withdrawn and the receiv-
ing Office shall so declare.

(4) If, after having accorded an intemnational filing date to the in-
ternational application, the receiving Office finds, within the pre-
scribed time limit, that any of the requirements listed in items (i) to
(iii) of Article 11(1) was not complied with at that date, the said
application shall be considered withdrawn and the receiving Office
shall so declare.

PCT RULE 29

International Applications or Designations Considered Withdrawn
under Article 14 (1), (3) or (4)

29.1 Finding by Receiving Office

{a) If the receiving Office declares, under Article 14(1)}(b) and
Rule 26.5 (failure to correct certain defects), or under Article
14(3)(a) (failure to pay the prescribed fees under Rule 27.1(a)), or
under Article 14{4) (later finding of non-compliance with the re-
quirements listed in items (i) to (iii) of Article 11(1)), that the inter-
national application is considered withdrawn:

(i) the receiving Office shall transmit the record copy (unless
already transmitted), and any correction offered by the applicant,
to the International Burezu; '

(ii) the receiving Office shall promptly notify both the appli-
cant and the International Bureau of the said declaration, and the
International Bureau shall in turn notify the interested designated
Offices;

(iii) the receiving Office shall not transmit the search copy as
provided in Rule 23, or, if such copy has already been transmil-
ted, it shall notify the International Searching Authority of the
said declaration;
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(iv} the International Buresu shall not be required to notify the
applicant of the receipt of the record copy.

(b} If the receiving Office declared under Article 14(34b) (failure
to pay the prescribed designation fee under Rule 27.1(b)) that the
designation of any given State is considered withdrawn, the receiv-
ing Office shall promptly notify both the applicant and the Interna-
tional Bureau of the said declaration. The Internationsl Buresu
shall in turn notify the interested national Office.

29.2 Finding by Designated Office

Where the effect of the internationsl application ceases in any
designated State by virtue of Article 24(1)iii), or where such effect
is maintained in any designated State by virtue of Article 24(2), the
competent designated Office shall promptly notify the Internations!
Bureau accordingly.

29.3 Calling Certain Facts to the Attention of the Receiving Office

If the International Bureau or the International Searching Au-
thority considers that the receiving Office should make a finding
under Article 14(4), it shall call the relevant facts to the attention of
the receiving Office.

29.4  Notification of Intent 10 Make Declaration under Article 14(4)

Before the receiving Office issues any declaration under Article
14(4), it shall notify the applicant of its intent to issue such declara-
tion and the reasons therefor. The applicant may, if he disagrees
with the tentative finding of the receiving Office, submit arguments
to that effect within 1 month from the notification.

PCT RULE 30
) Time Limit Under Article 14(4)
30.1 Time Limit

The time limit referred to in Article 14(4) shall be 4 months from
the international filing date.

PCT RuLE 32
Withdrawal of the International Application or of Designations

32.1 Withdrawals

(8) The applicant may withdraw the international application
prior to the expiration of 20 months from the priority date except
as to any designated State in which national processing or examina-
tion has already started. He may withdraw the designation of any
designated State prior to the date on which processing or examina-
tion may start in that State.

(b) Withdrawal of the designation of all designated States shall be
treated as withdrawal of the international application.

(c) Withdrawal shall be effected by a signed notice from the ap-
plicant to the International Bureau or, if the record copy has not
yet been sent to the International Bureau, to the receiving Office.
In the case of Rule 4.8(b), the notice shall require the signature of
all the applicants.

(d) Where the record copy has already been sent to the Interna-
tiona! Bureau, the fact of withdrawal, together with the date of re-
ceipt of the notice effecting withdrawal, shall be recorded by the
International Bureau and promptly notified by it to the receiving
Office, the applicant, the designated Offices affected by the with-
drawal, and, where the withdrawal concerns the international appli-
cation and where the international search report or the declaration
referred to in Article 17(2)}a) has not yet issued, the International
Search Authority. ;

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 304

Corrections Submitted to the Receiving Office Concerning Expressions,
etc., not to be used in the International Application

Where the applicant submits corrections to the receiving Office
aimed at complying with the prescriptions of Rule 9.1, that Office
shell, if copies of the international application have not yet been
transmitted to the International Buresu end the International
Searching Authority, attach copies of such corrections to the inter-
nationzl application. If copies of the internations! application have
already been transmitted, the receiving Office shall transmit copies
of such corrections to the said Bureau and the seid Authority.
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PCT ADMINISTRATIVE INSTRUCTIONS SECTION (9

Procedure in the Case of Later Submitted Sheets

(a) The receiving Office shall indelibly mark, so as to admit of
direct reproduction in any of the manners set forth in Rule 11.2(a),
any sheet received on a date later than the date on which sheets
were first received with the date on which it received that sheet,
inserted immediately below the international application number re-
ferred to in Section 307.

() The receiving Office shall, in the case of later submitted
sheets received within the time limits referred to in Rule 20.2(a)(i)
and (ii):

(i) effect the required correction of the international filing date,
or, where no international filing date has yet been accorded, or
the date of receipt of the purporied international application;

(i) notify the applicant of the correction effected under item (i)
above;

(iii) where transmittals under Article 12(1) have already been
made, notify the International Bureau and the International
Searching Authority of any correction effected under item (i)
sbove, by transmitiing & copy of the corrected first page of the
request, and forward copies of the later submitted sheets to the
said Bureau and the said Authority;

(iv) where transmittels under Article 12(1) have not yet been
made, atiach a copy of the later submitted sheets to the record
copy and the search copy.

(c) The receiving Office shall, in the case of later submitted
sheets received after the expiration of the time limits referred to in
Rule 20.2¢(a)(i) and (ii);

(i) notify the applicant of that fact and of the date of receipt of
the later submitted sheets;

(ii) where transmittals under Article 12(1) have already been
made, forward a copy of the later submitted sheets to the Inter-
national Bureau with the indication that such sheets are not to be
taken into consideration for the purposes of international process-
ng;

(ifi) where transmittals under Article 12(1) have not yet been
made, attach a copy of the later submitted sheets to the record
copy with the indication that such sheets are not to be taken into
consideration for the purposes of international processing.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 311

Renumbering of Sheers of the International Application

(a) The receiving Office shall, subject to Section 207, sequentially
renumber the sheets of tlie international application when necessi-
tated by the addition of any new sheet, the deletion of entire sheets,
a change in the order of the sheets or any other reason.

(b) The sheets of the international application shail be provision-
ally renumbered in the following manner:

(i) when a sheet is deleted, the receiving Office shall either in-
clude a blank sheet with the same number and with the word
“deleted,” or its equivalent in the language of the international
application, below the number, or insert, in brackets, below the
number of the following sheet, the number of the deleted sheet
with the word “deletied” or its equivalent in the language of the
internationeal application;

(ii) when a sheet is substituted, the receiving Office shall mark
in the middle of the bottom margin the words *“‘substitute sheet”
or their equivalent in the language of the international applica-
tion;

(i) when one or more sheets are sdded, each sheet shall be
identified by the number of the preceding sheet followed by a
slant and then by a natural number series, starting always with
number one for the first sheet added after an unchanged sheet
(e.g., 1071, 15/1, 1572, 15/3, etc.). When later additions of sheets
to an existing series of added sheets are necessary, an extra digit
shall be used for identifying the further additions (e.g. 15/1, 15/
1/1, 15/172, 15/2, etc.).

(c) In the cases mentioned in (i) and (iii) above, it is recommend-
ed that the receiving Office should write, below the number of the
Jast sheet, the total number of the sheets of the international appli-
cation followed by the words “TOTAL OF SHEETS” or their
equivalent in the language of the internationa! application. It is fur-
ther recommended that, at the bottom of any last sheet added, the
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words “LAST ADDED SHEET" or their equivalent in the lan.
gusge of the international application should be inserted,

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 312

Notification of Decision not 1o Issue Declaration that the International
. Application is Considered Withdrawn

Where the receiving Office, after having notified the applicant
under Rule 29.4 of its intent to issue a declaration under Article
14(4), decides not to issue such a declaration, it shall notify the ap-
plicant accordingly.

37 CFR 1.471 Corrections and amendments during international
processing. (a) All corrections submitted to the United States Re-
ceiving Office must be in the form of replacement sheets and be ac-
companied by a letter that draws atiention to the differences be-
tween the replaced sheets and the replecement sheets, except that
the deletion of lines of text, the correction of simple typographical
errors, and one addition or change of not more than five words per
sheet may be stated in a letter and the United States Receiving
Office will make the deletion or transfer the correction to the inter-
national application, provided that such corrections do not adverse-
ly affect the clarity and direct reproducibility of the application
(PCT Rule 26.4).

(b) Amendments of claims submitted to the International Buresu
shall be as prescribed by PCT Rule 46.

DEFECTS IN THE INTERNATIONAL APPLICATION
WHICH MAY BE CORRECTED

Three major types of defects may be present in
PCT International applications: (1) those fatal defects
under Article 11(2) which must be corrected before a
filing date can be accorded, (2) those formal defects
under PCT Article 14 which can be corrected with-
out prejudice to the filing date, and (3) defects of
missing sheets or drawings and defects in priority in-
formation, the correction of which may cause a
change in the filing and/or priority dates. ‘

The following defects under PCT Article 11(2)
must be corrected before an international filing date
can be accorded. Form PCT/RO0/103 is used to call
applicant’s attention to these defects and to invite cor-
rection thereof. The time limit for filing the correc-
tion is fixed by the Receiving Office. It can not be
less than 10 days or more than one month from the
date of the invitation to correct (PCT Rule 20.6(b)).

(i) The international application does not designate at
least one Contracting State.

(i) The international application does not contain
the name of the applicant or does not contain at least
those minimal indications concerning the name of the
applicant which are indicated in PCT Article
11(1)(ii)(c) and PCT Rule 20.4(b).

(iii) The international application does not contain a
part which, on the face of it, appears to be a descrip-
tion or a part which, on the face of it, appears to be a
claim or claims (PCT Article 11(1)(iii}{d) and (e)).

(iv) None of the applicants is a resident or national
of the United States of Americs, and thereby entitled
to file an international application with the United
States Receiving Office (PCT Article 11(1)(i)).

(v) The international application is not in the Eng-
lish language which must be used for international ap-
plications filed with the United States Receiving
Office (PTC Article 11(1){ii)).
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(vi) The internaiional application does not contain
an indication that it is intended as an international ap-
plication (PCT Article 11(1)(iii)(a)).

The following defects under Article 14 must be
corrected within the time period set by the United
States Receiving Office in the invitation to correct
{form PCT/RO/106) to prevent withdrawal of the in-
ternational application (PCT Rule 26.5). The time
limit for correction is fixed by the Receiving Office.
It must be reasonable under the circumstances; it
cannot be less than one month and normally not more
than two months from the date of the invitation to
correct. If the correction is timely presented, the ap-
plication will not be withdrawn.

" (i) Where the Receiving Office finds that the inter-
national application is not signed (PCT Article
(14)(1)(a)(i) and PCT Rules 2, 3, 4.1(d) and 4.15). The
invitation to complete together with a copy of the un-
signed Request are issued by the Receiving Office as
soon as possible after receipt of the international ap-
plication (PCT Article 14(1)(b), PCT Rule 26.2 and
Administrative Instructions Section 316).

The applicant must return the copy of the Request
properly signed, within the prescribed time limit.

(ii) Where the Receiving Office finds that the inter-
national application does not contain the name of the
applicant in the prescribed way or the prescribed indi-
cations concerning the applicant (other than those
specified in Rule 20.4(b)(ii)). These indications in-
clude, in particular, the applicant’s address, residence
and nationality (PCT Article 14(1)(a)(ii)) and PCT
Rules 4.4 and 4.5).

(ili) Where the Receiving Office finds that the inter-
national application does not contain a title, that is, a
title for the claimed "invention (PCT Article
14(1)(a)(iv) and PCT Rule 26.1(b)).

(iv) Where the Receiving Office finds that the inter-
national application does not contain an abstract
(PCT Article 14(1)(a)(iv) and PCT Rule 26.1(b)).

(v) Where the Receiving Office finds that the inter-
national application does not comply, to the extent
provided for in the Regulations, with the prescribed
physical requirements (PCT Article 14(1)(a)(v) and
PCT Rules 11 and 26.3). The physical requirements
are provided for in detail in PCT Rule 11. Compli-
ance with them must be checked to the extent that
compliance therewith is necessary for the purpose of
reasonably uniform international publication.

Several other defects, namely missing sheets or
drawings and defective priority information, will not
cause the application to become abandoned, but may
effect filing and priority dates.

(i) Where the Receiving Office finds that any of the
drawings referred to in the international application
are, in fact, not included in that application (PCT Ar-
ticle 14(2) and PCT Rule 26.6), the time limit for fur-
nishing such drawings is 30 days from the date on
which incomplete papers were received by the Re-
ceiving Office (PCT Rule 20.2¢a)(iii)). It should be
carefully noted that when missing drawings are re-
ceived within 30 days they will be entered into the
application papers, kowever, the date of receipt of the
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application will be amended t reflect the date on whick
the missing drawings were received. The United States
Receiving Office will notify the applicant of any miss-
ing drawings on form PCT/RO/107. Detailed proce-
dures in the case where drawings are missing are set
forth in Section 310 of the PCT Administrative
Instructions.

(ii) Where the Receiving Office finds that sheets of
the description or claims are missing, the procedures
are similar to those in (v) above; and are set forth in
detail in PCT Rule 20 and Section 309 of the PCT
Administrative Instructions.

(iii) If the Receiving Office finds that the priority
claim fails to meet the requirements of Rule 4.10(b) in
that the name of the country of filing or the date of
filing of the earlier application are missing, the prior-
ity claim is considered not to have been made and the
applicant is notified accordingly on form PCT/RO/
121 {PCT Administrative Instructions Section 302).

(iv) If the Receiving Office finds that the claimed
priority date does not fall within the period of one
year preceding the International filing date, it will
invite the applicant to amend or cancel the priority
claim using form PCT/RO/110 (PCT Rule 4.10(d)).
The applicant has one month to respond by amending
or canceling the priority claim. If no response is
timely received, the Receiving Office will cancel the
priority claim ex officio (Administrative Instructions
Section 314). The amendment or cancellation of the
priority claim will be acknowledged using form PCT/
RO/111.

PRESENTATION OF CORRECTIONS

According to the nature of the defect, the correc-
tion may be stated in a letter only or may have to be
filed in the form of a replacement sheet or replace-
ment sheets accompanied by a letter (37 CFR 1.471).
The details are provided for in PCT Rule 26.4. Any
correction must be in the English language (PCT
Rule 12.2). As to the signature and other requirements
of such letters, see PCT Rule 92.1. The Receiving
Office must inform, and where necessary, transmit
copies of replacement sheets to the International
Searching Authority.

CONSEQUENCES OF THE CORRECTION OF DEFECTS

Where the correction is filed with the Receiving
Office within the prescribed time limit and is found
acceptable, the international application will be con-
sidered valid (PCT Article 11(2)(b)). If the correction
relates to any of the defects referred to in PCT Arti-
cle 11(1) and 14(2), the international filing date will be
the date on which the correction was received; if it
relates only to any of the defects referred to in Arti-
cle 14(1), the international filing date will be the date
on which the international application was received
by the Receiving Office.

CONSEQUENCES OF NOT CORRECTING DEFECTS

Where an acceptable response or correction is not
filed within the prescribed time limit, the international
application:
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(i) will not be treated as an international applica-
tion (and, consequently will not be accorded an in-
ternational filing date) if the defect is one of those
referred to in PCT Article 11(i) and PCT Rule
20.7;

(ii) will be treated as withdrawn if the defect is
one of those referred to in PCT Article 14(1) and
PCT Rule 26.5. In the case of a defect of the kind
referred to in PCT Article 14(2), which remains un-
corrected, the reference to the (missing) drawing(s)
in the international application will be considered
non-existent. Missing sheets will not be entered into
the application if not received within 30 days of the
receipt of incomplete papers (PCT Rule 20.2(a)(i)
and PCT Administrative Instructive Section 309);

(iii) if the priority claim fails to meet the require-
ments of PCT Rule 4.10(b), the priority claim is
considered not to have been made and the applicant
is notified accordingly (Administrative Instructions
Section 302).

1845.03 Correction of Obvious Errors of Tran-
scription
PCT RuLE 91
Obvious Errors of Transcription

91.1 Rectification
(a) Subject to paragraphs (b) to (g), obvious errors of transcrip-

tion in the internationel application or other papers submitted by

the applicant may be rectified.

(b) Errors which are due to the fact that something other than
what was cbviously intended was written in the international appli-
cation application or other paper shall be regarded as obvious
errors of transcription. The rectification itself shall be obvious in
the sense. that anyone would immediately realize that nothing else
could have been intended than what is offered as rectification.

(c) Omissions of entire elements or sheets of the international ap-
plication, even if clearly resulting from inattention, at the stage, for
example, of copying or assembling sheets, shall not be rectifiable.

(d) Rectification may be made on the request of the applicant.
The authority having discovered what sppears to be an obvious
error of transcription may invite the applicant to present a request
for rectification as provided in paragraphs (e) to (g)-

(e) No rectification shall be made except with the express author-
ization:

(i) of the receiving Office if the error is in the request.

(ii) of the internstional Searching Authority if the error is in
any part of the internstional application other than the request or
in any paper submitied to that Authority.

(iii) of the International Preliminary Examining Authority if
the error is in any part of the international spplication other than
the request or in any paper submitted to that Authority, and

(iv) of the Internstional Buresu if the error is in any paper,
other than the international application or amendments or correc-
tions to that application, submitted to the International Bureau.
() The date of the authorization shall be recorded in the files of

the international spplication.
(g) The suthorization for rectification referred to in paragraph (e)
may be given until the following events occur:

(i) in the case of authorization given by the receiving Office
end the Internations! Buregu, the communication of the interna-
tional applicetion under Article 20;

(ii) in the case of authorization given by the International
Searching Authority, the estsblishment of the international search
report or the making of & declaration under Article 17 (2) (a);

(ifi) in the case of suthorization given by the International Pre-
liminery Examining Authority, the establishment of the interna.
tional preliminary examination report.
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(h_) Any suthority, other than the Internations! Buresu, which su-
thorizes any rectification shall promptly inform the Internationsl
Bureau of such rectification,

9.2 Manner of Carrying Out Rectifications

The Administrative Instructions prescribe the manner in which
rectifications of obvious errors of tramscription shall be made and
the manner in which they shall be entered in the file of the interna-
tional application.

PCT RuULE 92
Correspondence

92.1 Need for Letier and for Signature

(a) Any paper submitted by the applicant in the course of the in-
ternational procedure provided for in the Treaty and these Regula-
tions, other than the international application itself, if not itself in
the form of a letter, be accompanied by & letter identifying the in-
ternational application to which it relates. The letter shall be signed
by the applicant.

(b) If the requirements provided for in paragraph (s) are not
complied with, the applicant shall be informed as to the non-com-
pliance and invited to remedy the omission within a time limit fizxed
in the invitation. The time limit so fixed skall be reasonable in the
circumstances; even where the time limit so fixed expires later than
the time limit applying to the furnishing of the paper (or even if the
latter time limit has already expired), it shall not be less than 10
days and not more than one month from the mailing of the invita-
tion. If the omission is remedied within the time limit fixed in the
invitation, the omission shall be disregarded; otherwise, the sppli-
cant shall be informed that the paper has been disregarded.

(c) Where non-compliance with the requirements provided for in
paragraph (g) has been overlooked and the paper taken into ac-
count in the international procedure, the non-compliance shall be
disregarded. :

92.2 Languages

(2) Subject to the provisions of paragraphs (b) and (c), any letter
or document submitted by the applicant to the International
Searching Authority or the International Preliminary Examining
Authority shzll be in the same laenguage as the international applica-
tion to which it relates. .

(b) Any letter from the applicant to the International Searching
Authority or the International Preliminary Examining Authority
may be in a language other than that of the international applica-
tion, provided the said Authority authorizes the use of such lan-
gusge.

(c) When a translation is required under Rule 55.2, the Interna-
tional Preliminary Examining Authority may require that eny letter
from the applicant to the said Authority be in the language of that
translation.

(d) Any letter from the applicant to the International Bureau
shall be in English or French.

(e) Any letter or notification from the International Bureau to the
applicant or to any nationzl Office shall be in English or French.

92.3 Mailings by National Offices and Intergovernmental Organiza-
tions

Any document or letter emanating from or transmitted by a ns-
tional Office or an intergovernmental organizatior and constituting
an event from the date of which any time limit under the Treaty or
these Regulations commences to run shall be sent by registered air
mail, provided that surface mail may be used instead of eir mail in
cases where surface mail normally arrives at iis destination within 2
days from mailing or where air mail service is not available.

92.4 Use of Telegraph, Teleprinter, Efc.

(a) Notwithstanding the provisions of Rules 11.14 and 92.1(a), but
subject to paragraph (b), below, any document (including any
drawing) subsequent to the international application may be sent by
telegraph or teleprinter or other like means of communication pro-
ducing a printed or written document, Any such document $o sent
shall be considered to have been submitted in a form complying
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with the requirements of the said Rules on the day on which it was
communicated by the means mentioned above, provided that,
within 14 days after being so communicated, its contents are fur-
nished in that form, otherwise, the telegraphic, teleprinter or other
communication shall be considered not to have been made.

(b) Each national Office or intergovernmental organization shall
promptly notify the International Bureau of any means referred to
in paragraph (a) by which it is prepared to receive documents re-
ferred to in that paragraph. The International Bureau shall publish
the information 50 received in the Gazette as well as information
concerning the means referred to in paragraph (a) by which the In-
ternational Bureau is prepared to receive any such document. Para-
graph (a) shall apply with respect to any national Qffice or inter-
governmental organization only to the extent the said information
has been so published with respect to it. The International Bureau
shall publish, from time to time, in the Gazette, changes in the in-
formation previously published.

The United States Patent and Trademark Office has
indicated that it is prepared to receive documents
which have been sent by teleprinter under PCT Rule
92.4.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 109

Notification of Authorization or Refusal of Rectification

Any International Authority which athorizes or refuses rectifica-
tion of obvious errors of transcription under Rule 91 shall promptly
inform the applicant of such authorization or refusal and, in the
case of refusal, of the reasons therefor.

Obvious errors of transcription may be rectified
(PCT Rule 91). The Receiving Office or the Interna-
tional Searching Authority will inform the applicant
of obvious errors of transcription using form PCT/
RO/108 or PCT/ISA/216, respectively. The form
will indicate to which Authority the applicant may
request rectification of the error. In general the Re-
ceiving Office may authorize rectification of errors in
the Request only. The International Searching Au-
thority may authorize rectification of errors in the de-
scription, claims, abstract or drawings. The applicant,
upon noticing an error of transcription, may spontane-
ously present a request for rectification to the appro-
priate authority. The Authority will promptly inform
the applicant of the authorization or the refusal to au-
thorize the rectification of obvious errors (PCT Ad-
minsitration Instruction Section 109). The forms used
by the United States Receiving Office and the Inter-
national Searching Authority for authorization or re-
fusal are PCT/RO/109 and PCT/ISA/217.

1845.04 Changes in Certain Indications in the
Request
PCT RULE 92bis
Changes in Certain Indications in the Reqguest or the Demand

92bis 1 Recording of Changes by the International Bureau
The International Bureau shall, on the request of the applicant or
the recieving Office, record changes in the following indications
appearing in the request or demand:
(i) person, name, residence, nationality or address of the appli-

cant,
(ii) person, name or address of the agent, the common repre-

sentative or the inventor.

92bis.2 Notifications
(a) The International Bureau shall give notifications concerning
changes recorded by it:
(i) to the receiving Office where the change has been recorded
- on the request of the applicant,
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(i3} as long as the international search report or the declarstion
referred to in Article 17(2) has not yet issued, to the International
Searching Authority,

(iti) until the expiration of the time limit referred to in Article
22(1), to the designated Offices, i

(iv) as long as the preliminary examination report has not yet
issued, to the International Preliminary Examining Authority,

(v) until the expiration of the time limit referred to in Article
39(1)a), to the elected Offices.

(b) A copy of each notification sent under paragraph (a) shall be
sent to the applicant by the International Buresu.

PCT ADMINISTRATIVE INSTRUCTION SECTION 111

Changes in Certain Indications in the Request and the Demand

Any request for the recording of any changes referred to under
Rule 92bis shall be signed by the applicant or, if the receiving
Office requested such change, by the receiving Office. The request
shall clearly identfy the indications the change of which is request-
ed.

1860 The International Searching Authority
PCT ARTICLE 16

The International Searching Authority

(1) International Search shall be carried out by an International
Searching Authority, which may be either a national Office or an
intergovernmental organization, such as the International Patent In-
stitute, whose tasks include the establishing of documentary search
reports on prior art with respect to inventions which are the sub-
ject of applications.

(2) If, pending the establishment of a single International Search-
ing Authority, there are several International Searching Authori-
ties, each receiving Office shall, in accordance with the provisions
of the applicable agreement referred to in paragraph (3Xb), specify
the International Searching Authority or Authorities competent for
the searching of international applications filed with such Office.

(3) (a) International Searching Authorities shall be appointed by
the Assembly. Any national Office and any intergovernmental or-
ganization satisfying the requirements referred to in subparagraph
(c) may be appointed as International Searching Authority.

(b) Appointment shall be conditional on the consent of the na-
tional Office or intergovernmental organization to be appointed and
the conclusion of an agreement, subject to approval by the Assem-
bly, between such Office or organization and the Internationsl
Bureau. The agreement shall specify the rights and obligations of
the parties, in particular, the formal undertaking by the szid Office
or organization to apply and observe sll the common rules of inter-
national search.

(c) The Regulations prescribe the minimum requirements, par-
ticularly as to manpower and documentation, which any Office or
organization must satisfy before it can be appointed and must con-
tinue to satisfy while it remains appointed.

(d) Appointment shall be for a fixed period of time and may be
extended for further periods. .

(e) Before the Assembly makes a decision on the appointment of
any national Office or intergovernmental organization, or on the
extension of its appointment, or before it allows any such appoint-
ment to lapse, the Assembly shall hear the interested Office or or-
ganization and seek the advice of the Committee for Technical Co-
operation referred to in Article 56 once that Committee has been
established.

PCT ARTICLE 17

Procedure Before the International Searching Authority

(1) Procedure before the International Searching Authority shall
be governed by the provisions of this Treaty, the Regulations, and
the agreement which the International Bureau shall conclude, sub-
ject to this Treaty and the Regulations, with the ssid Authority.

(2) (a) If the International Searching Authority considers:

(i) that the international application relates to & subject matter
which the International Searching Authority is not required,
under the Regulations, to search, and in the particular case de-
cides not to search, or
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(i) that the description, the claims, or the drawings, feil to
comply with the prescribed requirements to such an extent that a
meaningful search could not be carried out,

the said Authority shali so declare and shall notify the applicant
and the International Bureav that no international search feport
will be established.

(b) If any of the situstions referred to in subparsgraph (a) is
found to exist in connection with certain claims only, the interns-
tionsl sesrch report shall so indicate in respect of such claims,
whereas, for the other claims, the said report shall be established as
provided in Article 18.

(3) (a) If the International Searching Authority considers that the
international application does not comply with the requirement of
unity of invention as set forth in the Regulations, it shall invite the
applicant to pay additional fees. The International Searching Au-
thority shall establish the internaticnal search report on those parts
of the international application which relate to the invention first
mentioned in the claims (“main invention”) and, provided the re-
quired additional fees have been paid within the prescribed time
. limit, on those parts of the international application which relate to
inventions in respect of which the said fees were paid.

(b) The national law of any designated State may provide that,
where the nationzl Office of the State finds the invitation, referred
to in subparagraph (&), of the International Searching Authority
justified and where the applicant has not paid all additional fees,
those parts of the international application which consequently
have not been searched shall, as far as effects in the State are con-
cerned, be considered withdrewn unless a special fee is paid by the
applicant to the national Office of that State.

PCT RULE 25
Receipt of the Search Copy by the International Searching Authority
25.1 Notification of Receipt of the Search Copy

The International Searching Authority shall promptly notify the .

International Bureau, the applicant, and—unless the International
Searching Authority is the same as the receiving Office—the re-
ceiving Office, of the fact and the date of receipt of the search
copy.

PCT RuULE 28

Defects Noted by the International Bureau or the International
Searching Authority

28.1 Note on Certain Defects

(2) If, in the opinion of the International Bureau or of the Inter-
national Searching Authority, the international application contains
any of the defects referred to in Article 14(1)(2) (i), (iij, or (v), the
International Bureau or the International Searching Authority, re-
spectively, shall bring such defects to the attention of the receiving
Office.

(b) The receiving Office shall, unless it disagrees with the said
opinion, proceed as provided in Article 14(1Xb) and Rule 26.

PCT RULE 35
The C /7 t Inter

35.1 When Only One International Searching Authority is Competent

Each receiving Office shall, in accordance with the terms of the
applicable agreement referred to in Article 16(3)(b), inform the In-
ternational Buresu which International Searching Authority is com-
petent for the searching of the international applications filed with
it, and the Internstional Bureav shall promptly publish such infor-
mation.

! Searching Authority

35.2 When Several International Searching Authorities are Compe-
tent

(a) Any receiving Office may, in accordance with the terms of
the applicable agreement referred to in Article 16(3)(b), specify sev-
eral International Searching Authorities:

(i) by declaring all of them competent for any international ap-
plication filed with it, and leaving the choice to the applicant, or
(if) by declaring one or more competent for certain kinds of

. internatione! applications filed with it, and declaring one or more

others competent for other kinds of international applications

filed with it, provided that, for those kinds of international appli-

cations for which several Internations! Searching Authorities are
declared to be competent, the choice shall be left to the appli-
cant.

() Any receiving Office availing itself of the facuity provided
in paragraph (a) shall promptly inform the International Buresu,
and the International Bureau shell promptly publish such infor-
mation.

35 U.S.C. 362 International Searching Authority. The Patent Office
may act as an International Searching Authority with respect to in-
ternational applications in accordance with the terms and condi-
tions of an sgreement which may be concluded with the Interna-
tional Bureau.

37 CFR 1.413 The United States futernational Searching Authority.
(a) Pursuant to appointment by the Assembly, the United States
Patent and Trademark Office will act as an International Searching
Authority for international applications filed in the United States
Receiving Office and in other Receiving Offices as may be agreed
upon by the Commissioner, in accordance with agreement between
the Patent and Trademark Office and the International Bureau
(PCT Art. 16(3)(b)).

(b) The Patent and Trademark Office, when acting as an Interna-
tional Searching Authority, will be identified by the full title
“United States International Searching Authority” or by the abbre-
viation “ISA/US.”

(c) The major functions of the International Searching Authority
include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting international and international-type searches and
preparing internetional and international-type search reports (PCT
Art. 15, 17 and 18, and PCT Rules 25, 33 to 45 and 47); and

(4) Transmitting the international search report to the applicant
and the International Bureau. .

TRANSMITTAL OF THE “SEARCH COPY” TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Receiving
Office to the International Searching Authority (PCT
Article 12(1)), the details of the transmittal are pro-
vided in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE
INTERNATIONAL SEARCHING AUTHORITY

The main procedural steps that any international
application goes through in the International Search-
ing Authority are the following:

(i) the making of the international search (PCT

Article 15), and

(ii) the preparing of the international search

report (PCT Article 18 and PCT Rule 43).

COMPETENT INTERNATIONAL SEARCHING AUTHORITY

In respect of international applications filed with
the U.S. Receiving Office, the United States Interna-
tional Searching Authority, which is the Examining
Corps of the United States Patent and Trademark
Office, and the European Patent Office are competent
to carry out the international search (PCT Article 16,
PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR
1.413)

The United States Patent and Trademark Office has
informed the International Bureau that in addition to
the United States Patent and Trademark Office, the
European Patent Office is competent as an Interna-
tional Searching Authority for searching =il kinds of
international applications filed in the United States
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Receiving Office on and after Oct. 1, 1982, (PCT Ar-
ticle 16(2) and PCT Rule 35.2(a)(i).

It should be noted that the European Patent Office
will not search, by virtue of PCT Article 17(2)a)(i),
any international application to the extent that it con-
siders that the international application relates to sub-
ject matter set forth in PCT 39.1. Furthermore, the
European Patent Office is not equipped to search
computer programs.

The international search fee for the European
Patent Office must be paid to the United States Patent
and Trademark Office (USPTO) as a Receiving
Office at the time of filing the international applica-
tion. The search fee for the European Patent Office is
currently set under PCT Rule 16.1(b) at 670 United
States dollars. After February 14, 1984, the EPO
search fee will be 620 United States dollars because of
changes in the exchange rate. The search fee will
change as costs and exchange rates require. If ex-
change rates fluctuate significantly, the fee may
change frequently. Notice of changes will be pub-
lished in the Official Gazette shortly before the effec-
tive date of any change.

If the European Patent Office as the International
Searching Authority considers that the international
application does not comply with the requirement of
unity of invention as set forth in PCT Rule 13, the
European Patent Office will invite applicants to
timely pay directly to it an additional search fee of
1,700 Deutsche Mark for each additional invention.

A revised fee calculation sheet (form PCT/RO/
101, Annex) having appropriate spaces to indicate the
choice of International Searching Authority has been
developed so that applicants may indicate which In-
ternational Searching Authority is to make the search.
However, applicants may indicate the choice of Inter-
national Searching Authority by placing the name of
the desired internationial searching authority directly
after “II. SEARCH FEE” on the current fee calcula-
tion sheet (form PCT/RO/101, Annex).

MATTERS To BE CONSIDERED WHEN CHOOSING AN
INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an
International Searching Authority could be an advan-
tage to United States applicants who designate coun-
tries for European Regional patent protection in PCT
International applications, for the following reasons:

(1) Claims may be amended according to EPO
search results before entering the European Office as a
designating Office.

(2) The EPO search fee need not be paid upon en-
tering the European Office as a designated office.

(3) The EPO search results may be available for use
in a U.S. priority application.

(4) The EPO international search may be obtained
without the need for a European Professional Repre-
sentative.

(5} The European Patent Office search could pro-
vide the U.S. applicant with the benefit of a European
art search (which may be different from his own or
the USPTO's search) before it is necessary to enter

the European Patent Office or other designated Of-
fices and usually before amendments to the U.S. pri-
ority application are needed.

(6) Cost factors include the following:

When European countries are designated for Euro-
pean Regional patent protection in an international
application, and the USPTO is selected as the Interna-
tional Searching Authority the minimum cost will be
$250 for the International Search by the USPTO and
about $536 ($670 fee minus a fee reduction of 20% or
$134, depending on exchange rates) for the EPO
search as a designated Office, making a total of $786.
If the EPO is selected as the International Searching
Authority, the cost will be $670 for the International
Search with no additional fee for the EPO search in
the designated Office phase.

In summary, if the U.S. applicant enters the EPO as
a designated Office after receiving an EPO Interna-
tional Search Report, he may save $116 under
USPTO and EPO fees as of Oct. 1, 1983, given re-
bates and exchange rates, because the applicant will
have already paid the EPO international search fee
and will not need to pay an additional search fee to
the EPO as a designated Office.

If the U.S. applicant selects the EPO as the Interna-
tional Searching Authority but does not enter the
EPO as a designated Office, the additional cost for
having the EPO conduct the PCT international
search will be about $420 (8670 for EPO search vs.
$250 for USPTO search).

It should be noted that designated Offices other
than the EPO do not appear to make any distinction
in their search or examination fees or rebates, whether
the PCT International Search report emanates from
the USPTO or the EPO.

Some of the disadvantages that may occur due to
the European Patent Office making the International
Search are the following:

(1) Additional mailing time to and from the EPO
Searching Authority may shorten the time for appli-
cants to respond to various invitations from the EPO
such as for comments on abstracts and payments of
additional search fees as well as for PCT Article 19
amendments to the claims after issuance of the Inter-
national Search Report.

(2) There may be more difficulty in solving any
procedural problems between the applicant and the
EPO than with the USPTO due to physical distance
and time differences.

1861 The Europezn Patent Office as an Interna-
tional Searching Authority :

Since October 1, 1982, the European Patent Office
(EPQO) has been available as a Searching Authority
for PCT applications filed in the United States Re-
ceiving Office. The choice of Searching Authority,
either the EPO or the United States Patent and
Trademark Office, must be made by the applicant on
filing the International Application. The choice of
Searching Authority may also be indicated on form
PTO-1382 Transmittal Letter.
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1862 The Internationsl Search
ARTICLE 15

The International Search

(1) Each international application shall be the subject of interna-
tional search.

(2) The objective of the international search is to discover rele-
vant prior art.

(3) International search shall be made on the basis of the claims,
with due regard to the description and the drawings (if any).

(4) The International Searching Authority referred to in Article
16 shall endeavor to discover as much of the relevant prior art as
its facilities permit, and shall, in any case, consult the documenta-
tion specified in the Regulations.

(5) If the national law of the Contracting State so permits, the
applicant who files a national application with the national Office
of or acting for such State may, subject to the conditions provided
for in such law, request that a search similai to an international
search (“international-type search”) be carried out on such applica-
tion.

(b) If the national law of the Contracting State so permits, the
national Office of or acting for such State may subject any national
application filed with it to an international-type search.

(c) The international-type search shall be carried out by the In-
ternational Searching Authority referred to in Article 16 which
would be competent for an international search if the national ap-
plication were an international application and were filed with the
Office referred to in subparagraphs (a) and (b). If the national appli-
cation is in a language which the International Searching Authority
considers it is not equipped to handle, the international-type search
shall be carried out on a translation prepared by the applicant in a
language prescribed for international applications and which the In-
ternational Searching Authority has undertaken to accept for inter-
national applications. The national application and the translation,
when required, shall be presented in the form prescribed for inter-
national applications.

PCT RuLE 33
Relevant Prior Art for the International Search

33.1 Relevant Prior Art for the International Search

(a) For the purposes of Article [5(2), relevant prior art shall con-
sist of everything which has been made available to the public any-
where in the world by means of written disclosure (including draw-
ings and other iflustrations) and which is capable of being of assist-
ance in determining that the claimed invention is or is not new and
that it does or does not involve an inventive step (i.e., that it is or is
not obvious), provided that the making available to the public oc-
curred prior to the international filing date.

(b) When any written disclosure refers to an oral disclosure, use,
exhibition, or other means whereby the contents of the written dis-
closure were made available to the public, and such making availa-
ble to the public occurred on a date prior to the international filing
date, the international search report shall separately mention that
fact and the date on which it occurred if the making available to
the public of the written disclosure occurred on a date posterior to
the international filing date.

(c) Any published application or any patent whose publication
date is later but whose filing date, or, where applicable, claimed
priority date, is earlier than the international filing date of the inter-
national application searched, and which would constitute relevant
prior art for the purposes of Article 15(2) had it been published
prior to the international filing date, shall be specially mentioned in
the international search report.

33.2 Fields To Be Covered by the International Search

(a) The international search shall cover all those technical fields,
and shall be carried out on the basis of all those search files, which
may coniain material pertinent to the invention.

(b) Consequently, not only shall the art in which the invention is
classifiable be searched but also analogous arts regardless of where
classified. .

(c) The question what arts are, in any given case, to be regarded
as analogous shall be considered in the light of what appears to be

the necessaxy essential function or use of the invention end not only
the_ specific functions expressly indicated in the international appli-
cation.

(d) The internationa! search shall embrace all subject matter that
is generally recognized as equivalent to the subject matter of the
claimed invention for all or certain of its features, even though, in
its specifics, the invention as described in the international applics-
tion is different.

33.3 Oriencation of the International Search

(a) International search shall be made on the basis of the claims,
with due regard to the description and the drawings (if any) and
with particular emphssis on the inventive concept toward which
the claims are directed.

(b) Insofar as possible and reasonsble, the international search
shall cover the entire subject matter to which the claims are direct-
ed or to which they might reasonably be expected to be directed
after they have been amended.

PCT RuULE 34
Minimurm Documentation

34.1 Definition

(a) The definitions contained in Article 2 (i) and (ii) shall not
apply for the purposes of this Rule.

(b) The documentation referred to in Article 15(4) (“minimum
documentation”) shall consist of:

(i) the “national patent documents” as specified in paragraph
©.

(ii) the published international (PCT) applications, the pub-
lished regional applications for patents and inventors’ certificates,
and the published regional patents and inventors’ certificates,

(iii) such other published items of non-patent literature as the
International Searching Authorities shall agree upon and which
shall be published in a list by the International Bureau when
agreed upon for the first time and whenever changed.

(c) Subject to paragraphs (d) and (e), the “national patent docu-
ments” shall be the following:

(i) the patents issued in and after 1920 by France, the former
Reichspatentamt of Germany, Japan, the Soviet Union, Switzer-
iand (in French and German languages only), the United King-
dom, and the United States of America,

(ii) the patents issued by the Federal Republic of Germany,

(iii) the patent applications, if any, published in and after 1920
in the countries referred to in items (i) and (ii),

(iv) the inventors’ certificates issued by the Soviet Union,

(v) the utility certificates issued by, and the published applica-
tions for utility certificates of, France,

(vi) such patents issued by, and such patent applications pub-
lished in, any other country after 1920 as are in the English,
French, or German lasnguage and in which no priority is claimed,
provided that the national Office of the interested country sorts
out these documenis and places them at the disposal of each In-
ternational Searching Authority.

(d) Where an application is republished once (for example, and
Offenlegungsschrift as an Auslegeschrift) or more than once, no Inter-
nationa! Searching Authority shall be obliged to keep all versions in
its documentation; consequently, each such Authority shall be enti-
tled not to keep more than one version. Furthermore, where an ap-
plication is granted and is issued in the form of a patent or a utility
centificate (France), no International Searching Authority shall be
obliged to keep both the application and the patent or utility certifi-
cate (France) in its documentation; consequently, each such Au-
thority shail be entitled to keep either the application only or the
patent or utility certificate (France) only.

(¢) Any International Searching Authority whose official lan-
guage, or one of whose official languages, is not Japanese or Rus-
sian is entitled not to include in its documentation those patent doc-

" uments of Japen and the Soviet Union, respect’vely, for which no

sbstracts in the English langusge are generslly available. English
sbstracts becoming generslly svailable after the date of entry into
force of these Regulstions shall require the inclusion of the patent
documents to which the gbsiracts refer no later than 6 months after
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such sbstracts become generally available. In case of the interrup-
tion of abstracting services in English in technical fields in which
English abatracts were formerly generally available, the Assembly
shall take appropriate measures to provide for the prompt restora-
tion of such services in the said fields.

(f) For the purposes of this Rule, applications which have only
been laid open for public inspection are not considered published
applications.

PCT RULE 36
Minimum Requirements for International Searching Authorities

36.1 Definition of Minimum Requirements
The minimum requirements referred to in Article 16(3)(c) shall
be the following: :

(i) the national Office or intergovernmental organization must
have at least 100 full-time employees with sufficient qualifications
to carry out searches;

(ii) that Office or orgamization must have in its possession at
least the minimum documentation referred to in Rule 34, proper-
ly arranged for search purposes;

(iii) that Office or organization must have a staff which is capa-
ble of searching the required technical fields and which has the
language facilities to understand at least those languages in which
the minimum documentation referred to in Rule 34 is written or
is translated.

PCT RULE 39
Subject Matter Under Article 17(2)(a)(i)

39.1 Definition

No International Searching Authority shall be required to search
an international application if, and to the extent to which, its sub-
ject matter is any of the following:

(i) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biological processes
for the production of plants and animals, other than microbiologi-
cal processes and the products of such processes,

(iii) schemes, rules or methods of doing business, performing
purely mental acts or playing games,

(iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentations of information,

(vi) computer programs to the extent that the International
Searching Authority is not equipped to search prior art concern-
ing such programs.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 50!

Corrections Submitted to the International Searching Authority Con-
cerning Expressions, etc., Not-To-Be-Used in the International Ap-
plication
Where the applicant submits corrections to the International

Searching Authority aimed at complying with the prescription of

Rule 9.1, that Authority shall transmit copies of such corrections to

the receiving Office and the International Bureau.

The objective of the international search is to dis-
cover relevant prior art (PCT Article 15(2)). “Prior
art” consists of everything which has been made
available to the public anywhere in the world by
means of written disclosure (iicluding drawings and
other illustrations); it is “relevant” in respect of the
international application if it is capable of being of as-
sistance in determining that the claimed invention is
or is not new and that the claimed invention does or
does not involve an inventive step (i.e., that it is or is
not obvious), and if the making available to the public
occurred prior to the international filing date, for fur-
ther details see PCT Rule 33. The international search
is made on the basis of the claims, with due regard to
the description and the drawings (if any) contained in
the international application (PCT Article 15(3)).

DOCUMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must en-
deavor to discover as much of the relevant prior art
as its facilities permit (PCT Article 15(4)), and, in any
case, must consult the so-called “minimum documen-
tation” (PCT Rule 34).

CERTAIN SUBJECT MATTER NEED NOT BE SEARCHED

No International Searching Authority is required to
perform an international search where the internation-
al application relates to any of the following subject
matters: (i) scientific and mathematical theories, (ii)
plant or animal varieties or essentially biological proc-
esses for the production of plants and animals, other
than microbiological processes and the products of
such processes, (iii) schemes, rules or methods of
doing business, performing purely mental acts or play-
ing games, (iv) methods for treatment of the human
or animal body by surgery or therapy, as well as diag-
nostic methods, (v) mere presentation of information,
and (vi) computer programs to the extent that it, the
said Authority is not equipped to search prior art
(PCT Article 17(2)(a)(i) and PCT Rule 39). The appli-
cant planning to file an international application may
be well advised not to file one if the subject matter of
the application falls into one of the above mentioned
areas; if he or she still does file, the United States In-
ternational Searching Authority may declare that it
will not establish an international search report. It is
to be noted nevertheless that the lack of the interna-
tional search report in such case will not have, in
itself, any influence on the validity of the international
application and the latter's processing will continue,
including its communication to the designated Offices.

NO SEARCH REQUIRED IF CLAIMS ARE UNCLEAR

If the International Searching Authority considers
that the description, the claims, or the drawings fail to
comply with the prescribed requirements to such an
extent that a meaningful search could not be carried
out, it may declare that it will not establish a search
report (PCT Article 17(2)(a) (ii) and (b)). Such decla-
ration may also be made in respect of some of the
claims only. This may be particularly the case where
the description or the claims are unclear. The lack of
the international search report will not, in itself, have
any influence on the validity of the international ap-
plication and the latter’s processing will continue, in-
cluding its communication to the designated Offices.
Where only some of the claims are found to be “un-
searchable,” the International Searching Authority
will not search them, but will search the rest of the
international application. Any unsearched claims will
be indicated in the Search Report.

1863 The International Search Report
PCT ARTICLE 18

The International Search Report

(1) The international search report shall be established within the
prescribed time limit and in the prescribed form.
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(2) The international search report shall, as soon as it hes been
established, be transmitted by the International Searching Authority
to the applicant and the International Bureau.

(3) The international search report or the declaration referred to
in Article 17(2Xa) shall be translated as provided in the Regula-
tions. The translations shall be prepared by or under the responsi-
bility of the Internations! Bureau.

PCT RuLe 37
Missing or Defective Title
37.1 Lack of Title

If the international application does not contain a title and the re-
ceiving Office has notified the International Searching Authority
that it has invited the applicant to correct such defect, the Interna-
tiona! Searching Authority shall proceed with the international
search unless and until it receives notification that the said applice-
tion is considered withdrawn.

37.2 Establishment of Title

If the international application does not contain a title and the In-
ternational Searching Authority has not received a notification
from the receiving Office to the effect that the applicant has been
invited to furnish a titlé, or if the said Authority finds that the title
does not comply with Rule 4.3, it shall itself establish a title.

PCT RULE 38
Missing Abstract

38.1 Lack of Abstract

If the international application does not contain an abstract and
the receiving Office has notified the International Searching Au-
thority that it has invited the applicant to correct such defect, the
International Searching Authority shall proceed with the interna-
tional search unless and until it receives notification that the said
applicstion is considered withdrawn.

38.2 Establishment of Abstract

(a) If the international application does not contain an abstract
and the International Searching Authority has not received a notifi-
cation from the receiving Office to the effect that the applicant has
been invited to furnish an abstract, or if the said Authority finds
that the abstract does not comply with Rule 8, it shall itself estab-
lish an abstract (in the language in which the international applica-
tion is published). In the latter case, it shall invite the applicant to
comment on the abstract established by it within 1 month from the
date of the invitation.

(b) The definitive contents of the abstract shall be determined by
the International Searching Authority. )

PCT RuLE 43
The International Search Report )

43.1 Identifications

The international search report shall identify the International
Searching Authority which established it by indicating the name of
such Authority, and the international application by indicating the
international application number, the name of the applicant, the
name of the receiving Office, and the international filing date.

43.2 Dates

The internationsl search report shall be dated and shall indicate
the date on which the international search was actually completed.
1t shall also indicate the filing date of any earlier application whose
priority is claimed.

43.3 Classification

(a) The internstional search report shall contain the classification
of the subject matter at least according to the International Patent
Classification.

() Such classification shall be effected by the International
Searching Authority.

43.4 Language

Every international search report and any declaration made
under Article 17(2)(z) shall be in the language in which the interna-
tional application to which it relates is published.

43.5 Citations

(a) The international search report shall contsin the citations of
the documents considered to be relevant.

(b} The method of identifying any cited document shall be regu-
lated by the Administrative Instructions.

(c) Citations of particular relevance shall be speciaily indicated.

(d) Citations which are not relevant to all the claims shafl be
cited in relation to the claim or cleims to which they are relevant.

{(e) If only certain passages of the cited document are relevant or
particular relevant, they shall be identified,.for example, by indicat-
ing the page, the column, or the lines, where the passage appears.

43.6 Fields Searched

(a) The international search report shall list the classification
identification of the fields searched. If that identification is effected
on the basis of a classification other than the International Patent
Classification, the International Searching Authority shall publish
the classification used.

(b) If the international search extended to patents, inventors’ cer-
tificates, utility certificates, utility models, patents or certificates of
addition, inventors’ certificates of addition, utility certificates of ad-
dition, or published applications for any of those kinds of protec-
tion, of States, periods, or languages, not included in the minimum
documentation as defined in Rule 34, the internationsal search report
shall, when practicable, identify the kinds of documents, the States,
the periods, and the languages to which it extended. For the pur-
poses of this paragraph, Article 2(ii) shall not apply.

43.7 Remarks Concerning Unity of Invention

If the applicant paid additional fees for the international search,
the international search report shall so indicate. Furthermore,
where the international search was made on the main invention
only (Article 17(3) (a)), the international search report shall indicate
what parts of the international application were and what parts
were not searched.

43.8 Signature

The international sesrch report shall be signed by an suthorized
officer of the International Searching Authority.

43.9 No Other Matter

The international search report shall contain no matter other than
that enumerated in Rules 33.1(b) and (c), 43.1, 2, 3, 5, 6, 7 and §,
and 44.2(a) and (b), and the indication referred to in Article 17(2)
(b). In particular, it shall conatin no expressions of opinion, resson-
ing, arguments, or explanations.

43.10 Form

The physical requirements as to the form of the international
search report shall be prescribed by the Administrative Instruc-
tions. .

PCT RULE 44
Transmittal of the International Search Report, Etc.

44,1 Copies of Report or Declaration

The International Searching Authority shall, on the same day,
transmit one copy of the international search report or the declara-
tion referred to in Article 17(2)z) to the Internations! Bureau and
one copy to the epplicant.

44.2 Tide or Abstract

(2) Subject to paragrephs (b) end (c), the international search
report shall either state that the International Searching Authority
approves the title and the abstract as submitted by the spplicant or
be accompanied by the text of the title and/or abstrect ss estab-
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lished by the International Searching Authority under Rules 37 and
38,

(b) If, at the time the international search is completed, the time
limit allowed for the applicant to comment on any suggestion of
the International Searching Authority in respect of the abstract has
not expired, the international search report shall indicate that it is
incomplete as far as the abstract is concerned.

(c) As soon as the time limit referred to in paragraph (b) has ex-
' pired, the International Searching Authority shall notify the ab-
stract approved or established by it to the International Bureau and
to the applicant.

44.3 Copies of Cited Documents

(a) The request referred to in Article 20(3) may be presented any
time during 7 years from the international filing date of the interna-
tional application to which the international search report relates.

(b) The International Searching Authority may require that the
party (applicant or designated Office) presenting the request pay to
it the cost of preparing and mailing the copies. The level of the
cost of preparing copies shall be provided for in the agreements re-
ferred to in Article 16(3}(b) between the International Searching
Authorities and the International Bureau.

(c) Any International Searching Authority not wishing to send
copies direct to any designated Office shall send a copy to the In-
ternational Bureau and the International Bureau shall then proceed
as provided in paragraphs (a) and (b).

(d) Any international Searching Authority may perform the obli-
gations referred to in (a) to (c) through another agency responsible
to it.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 503

Method of Identifying Documents Cited in the International Search
Repor

Identification of any document cited in the international search
report referred in Rule 43.5(b) shall be made by indicating the fol-
lowing elements in the order in which they are listed:

(2) In the case of any patent document (patent documents being
patents within the meaning of Article 2(ii) as well as published ap-
plications relating thereto:

(i) the Office that issued the document, by the two-letter code
as in Annex B;

(ii) the kind of document, by the appropriate symbols as in
Annex C;

(iii) the number of the document as given to it by the Office
that issued it (for Japanese patent documents the indication of the
year of the reign of the Emperor must precede the serial number
of the patent document);

(iv) the name of the patentee or applicant (in capital letters,
where appropriate abbreviated);

(v) the date of publication of the cited patent document as indi-
cated thereon; and

(vi) where applicable, the pages, columns or lines where the
relevant passages appear, or the relevant figures of the drawings.
(The following example illustrates the citation of a patent docu-

ment according to paragraph (a) sbove: JP, B, 50-14535 (NCR
CORPORATION) 28 May 1975 (28.05.75), see column 4, lines 3 to
27).

(b) In the case of any book or other separately issued publication:

(i) the name of the author;

(ii) the title (including, where applicable, the number of the
edition and/or volume);

(iii) the year of publicaion (when this coincides with the year
of the international application or of the priority claim, the Inter-
national Searching Authority shall endeavor to determine the
month and, if necessary, the day of publication and to indicate
these data in the international search report);

(iv) the name of the publisher;

(v) as far as available, the place of publication (where only the
location of the publisher appears on the book or other separately
issued publication, then that location shall be indicated as the
place of publication); and

(vi) where applicable, the pages, columns or lines where the
relevant passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of a book or other
separately issued publication according to paragraph (b) above:

H. Walton, “Microwave Quantum Theory,” Volume 2, published
1973, by Sweet and Maxwell (London), see pages 138 to 192, espe-
cially pages 146 to 148.)

(c) In the case of any article published in a periodical or other serial
publication: . ‘

(i) the title of the periodical or other serial publication;

(i) the number of the volume and the date of the issue in
which the article appears;

(iif) as far as available, the place of publication (where only the
location of the publisher appears in the periodical or other serial
publication, then that location shall be indicated as the place of
publication);

(iv) the author and. the title of the article and the number of
the page both on which the article starts and ends; and

(v) where applicable, the pages, columns or lines where the
relevant passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of an article pub-
lished in a periodical or other serial publication according to para-
graph (c) above: .

IBM Technical Disclosure Bulletin, Volume 17 No. 5, issued Oc-
tober 1974 (Armonk, New York), J. G. Drop, “Integrated Circuit
Personalization at the Module Level” see pages 1344 and 1345.)

(d) In the case of abstracts:

(i) the identification of the document containing the abstract in
the manner set forth in paragraphs (@), (b) and (c) respectively,
depending upon whether the abstract is contained in a patent
document, in a book or other separately issued publication, or in
an article published in a periodical or other serial publication;

(ii) in the case where the abstract is_not published together
with the full text document which served as its basis, the identifi-
cation of both abstract and full text document on the basis of
whatever bibliographic data may be available in respect thereto.

{The following example illustrates the citation of an abstract ac-
cording to paragraph (d) (ii) above:

Chemical Abstracts, Volume 75, No. 20, issued 15 November
1971 (15.11.71) (Columbus, Ohio, USA), D. 1. Shetulov, “Surface
Effects During Mental Fatigue,” see page 163, column 1, the ab-
stract No. 120718k, Fiz.-Khim. Mekh. Mater. 1971, 7(2), 7-11
(Russ).)

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 504

Classification of the Subject Matter of the International Application

(a) Where the subject matter of the international application is
such that classification thereof requires more than one classification
symbol according to the principles to be followed in the application
of the International Patent Classification to any given patent docu-
ment, the international search report shall indicate all such symbols.

(b) Where any national classification system is used, the interna-
tional search report may indicate all the applicable classification
symbols also according to that system.

(c) Where the subject matter of the international application is
classified both according to the International Patent Classification
and to any national classification system, the international search
report shall, wherever possible, indicate the corresponding symbols
of both classifications opposite each other.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 505

Indication of Citations of Particular Relevance in the International
Search Report

(a) Where any document cited in the international search report
is of particular relevance, the special indication required by Rule
43.5(c) shall consist of the letter(s) “X" and/or “Y" placed next to
the citation of the said document.

(b) Category “X" is applicable where a document is such that
when taken alone, 2 claimed invention cannot be considered novel
or cannot be considered to involve en inventive step.

(c) Category “Y" is applicable where a document is such that a
claimed invention cannot be considered to involve an inventive step
when the document is combined with one or more other such doc-
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uments, such combination being obvious to a person skilled in the
art.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 507

Manner of Indicating Certain Special Categories of Documents Cited
in the International Search Report

(2) Where any document cited in the international search report
refers to an oral disclosure, use, exhibition, or other means referred
to in Rule 33.1(b), the separate indication required by that Rule
shall consist of the letter “O” placed next to the citation of the said
document.

(o) Where any document cited in the international search report
it a published application or patent as defined in Rule 33.1(c), the
special mention required by that Rule shall consist of the letter “E”
placed next to the citation of the said document.

(c) Where any document cited in the international search report
is not considered to be of particular relevance requiring the use of
categories “X" and/or “Y" but defines the general state of the art,
it shall be indicated by the letter “A’ placed next to the citation of

- the said document.®

*(sec 111, 3.14 of the Guidelines for Internstional Search to be Carried Out under the
BT

(d) Where any document cited in the international search report
is @ document whose publication date occurred earlier than the in-
ternational filing date of the internationzl application, but later than
the priority date claimed in that application, it shall be indicated by
the letter “P* next to the citation of the said document.

(¢) Where any document cited in the international search report
is & document whose publication date occurred after the filing date
or the priority date of the international application and is not in
conflict with the said application, but is cited for the principle or
theory underlying the invention, which may be useful for a better
understanding of the invention, or is cited to show that the reason-

ing or the facts underlying the invention are incorrect, it shall be .

indicated by the letter “T™ next to the citation of the document.

(f) Where in the international search report any document is
cited for reasons other than those. referred to. in paragraphs (a) to
(e), for example:

—=& document which may throw doubt on & priority claim,®
—a document cited to establish the publication date of another
citation,%*

such document shall be indicated by.the letter “L" next to the
citation of the document and the reason for citing the document
shall be given.
®(see VI, 4.3 of the Guidelines for International Search to be Carried Out under the PCT)
%9 (gee VI, 6.2 of the Guidelines for Internations] Search 10 be Carried Out under the
FCT)

(g) Where a document is 2 member of a patent family,***-it shall,
whenever feasible, be mentioned in the international search report
in eddition to the one cited belonging as well to this family and
should be preceded by the sign ampersand (&). A document whose
contents have not been verified by the search examiner but are be-
lieved to be substantiaily identical with those of another document
which the search examiner has inspected, may be cited in the inter-
national search report in the above mentioned manner indicated for
patent family members, ©®*¢

ses(aee VI, 3.2 of the Guidelines for Internstional Search to be Carried Out under the

jaery)
*ss0(goe VI, 5.2 of the Guidelines for Internstional Search 10 be Carried Ous under the
jaery)

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 508

Manner of Indicating the Claims to which the Documents Cited in the
International Search Report are Relevant
The claims to which cited documents are relevant shall be indi-
cated by placing in the sppropriste column of the international
search report:
(i) where the cited document is relevant to one claim, the
number of that claim; for exsmple, (2) or (17);

(ii) where the cited document is relevant to two or more
cleims numbered in consecutive order, the numbers of the first
and last claims of the series connected by a hyphen; for example,
(1-15) or (2-3);

(iii) where the cited document is relevant to two or more
claims that are not numbered in consecutive order, the number of
each claim placed in ascending order and separated by & comma
or commas; for example (1, 6) or (1, 7, 10);

(iv) where the cited document is relevant to more than one
series of cleims under (ii) above, or to cleims of both categories
(ii) and (iii) above, the series or individual claim numbers and
series pleced in ascending order using commas to separate the
several series, or to separate the numbers of individus! claims and
each series of claims; for example (1-6, 9-10, 12-15) or (1, 3-4, 6,
9-11).

CONTENTS OF THE INTERNATIONAL SEARCH REPORT

The international search report (PCT Rule 43) con-
tains, among other things, the citations of the docu-
ments considered to be relevant (PCT Rule 43.5 and
Administrative Instructions Section 503), the classifi-
cation of the subject matter of the invention (PCT
Rule 43.3 and Administrative Instruction Section 504)
and an indication of the fields searched (PCT Rule
43.6). Citations of particular relevance must be spe-
cially indicated (Administrative Instruction Section
505); citations of certain specific categories of docu-
ments are also indicated (Administrative Instructions
Section 507); citations which are not relevant to ail
the claims must be cited in relation to the claim or
claims to which they are relevant (Administrative In-
struction Section 508); if only certain passages of the
cited document are particularly relevant, they must be
identified, for example, by indicating the page, the
column or the lines, where the passage appears. The
international search report form, PCT/ISA/210 ap-
pears in § 1865. It is important to note that an interna-
tional search report must not contain any expression
of opinion, reasoning, argument or explanation of any
kind whatsoever relating to patentability.

TRANSMITTAL OF THE INTERNATIONAL SEARCH
REPORT

The United States International Searching Authori-
ty transmits, on the same day, a copy of the interna-
tional search report or, where no search report is es-
tablished, the declaration to that effect, to the appli-
cant and the International Bureau (PCT Article 18(2)
and PCT Rule 44.1). The International Bureau uses
the search report for publication and communication
to the designated Offices.

TITLE OF THE INVENTION OR ABSTRACT MISSING OR
DEFECTIVE

If the title of the invention or the abstract are miss.
ing or defective, the International Searching Authori-
ty will establish a proper title or abstract. When the
International Searching Authority finds that the ab-
stract is defective, it will prepare a new abstract and
allow the applicant 30 days to comment. For further
details, see PCT Rules 37, 38, and 44.2
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INTERNATIONAL SEARCH REPORT

Applicant’s or Agent’s File Reterence !¢
1IDENTIFICATIVUR GF INTERKNATIONAL APPLICATION JD=-IAa-01
Internationa! Applicetion No.1 International Filing Date 1
PCT/US82/00000 01 June 1982
Recelving Offlce 1 Priority Date Claimed 2
RO/US 02 June 1981
Agpplicant 1
Brinkley, Sherry D.
I.D CERTAIN CLAINE WERE FOURD YNSEARCHABLE 12 (Ob § on } ! gheet (2))
. L'__] URITY OF IKVERTION 18 LACKING 11  (Observatione on supplements! gheet (2))
. TITLE, ABSTRACT ANED FIGURE OF BDRAWING
1. The following indicated items are app d as submitted by the app 26
) Titte. Bc] Abstract.
2. The texts established by this International Searching Authority of the folt @ indicated items are set torth below:
[0 itte.
[ abstract.
{J1ext of the abstract continued on suppl I sheet (1)
3 8 D The definitive of the ab t are bliehed by this Internations! Searching Authority ao propoeed in ferm PCT/ISA/204
pravicusly sent to the applicant,
b, D This report is Incomplete as far as the ebatract {2 concerned as the time limit tor by the rpplicant on the draft prepared
by this Internetional Searching Authority hee not expired. ? .
4, The figure of the drawings Indicated balow is to bs published with the abat
Figure No........ 2..88 sugpested by the applicant, ®
Figure No.._.........becsuse:
OJ applicant felled to suggest & figure, *
[0  this fgure batter ch izag the Invention, ®
Form PCT/ISA/210 (firet sheet) (October 1981) See notes on accompanying sheet
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INTERNATIONAL SEARCH REPORT
International Application Ne PCT /US82/00000

!. CLASSIFICATION OF SUBJECT MATTER (if several classifivali ymbole apply, indl ali} &

According to Inier?ﬁonal Patent Classification (IPC) or to both Natione! Classification and IPC

INT. CL.° B23K 37/04, 37/00; B25B 05/00, 13/40
U.S. CL. 269/228; 81/91R
Il. FIELDS SEARCHED

- #Minlmum Documentation Searched ¢
Ciasslification System | Classification Symbols
| 269/228, 238
U. S. [ 81/91B

| 157/1.28, 1.31

Documentation Searched other than Minimum Documentetion
to the Extent that guch Documents are Included in the Flelde Searched 8

Il. DOCUMENTS CONSIDERED TO BE RELEVANT 4

Category ® Citation of D t, 16 with indication, where appropriete, of the relevent pasgages 17 | Ralavent to Clelm No, 1®
X JP, B, 34-6199 Published 16 July 1959. 1, 3, 5
X,P |US, A, 4,046-363 Published 06 September 1
1977, See Col. 1, lines 10-19, Whitley.

A,E |SU, A, 401460 Published 02 June 1978. 1l

A JP, A, 50-154134 Published 11 December 2
1975. '

A Us, A, 3,619,891 Published 16 November 1
1971, Harrison.

A,P |DE, A, 2607986 ~ Published 0l September 1=-2
1977,

A N, American Machinist, issued 29 August 1-4

1946, James Taylor, Long-Extension
Adjustable Toggle Moves Heavy Slabs
Smoothly, See Page 123.

. iaf cetegori i PR “Y* tgter document published eRer the international filing date
..As..p:‘w .ag":'.o' :::d docur.n::\.t‘: of the art which is not or priority date and not in corlmllcl wl:I'\' the lpx;ll.c’?tion It)’:x.t
[} g . i n
considered to be of pariicular relevance f’:?.‘:“'i:n“"d"'“"d the principle or theory underlying
“E" earlier document but publighed on or after.the international wyen t of particuler reh : the ci 1 I
filing date X gf::g;.go %or?:ld;ud noval or cannot be considered to
"L dc;’cu'!:!‘om \m:‘h mey throw :oubu on priority claim(s) or involve an inventive atep
which is cited to eblish the publicetion date th e p icula : the cf -
citetion or other special reeson (as specified) M g:::g;“:: &n&m,:'é “', involve &n inventive etep when the
“0" document referzing to an oral discl @, use, exhibition ar document i combined with one or more other sueh decu-
other mezns ‘mn'r'n‘h. .nuch ion being to & p shllisd
“p* document publighed prior to the international filing date but n the ar.
fater than the pno:itypdno claimed o “g* document membar of the same patent femily
tv. CERTIFICATION
Date of the Actuat Compl of the international Search $ Dete of Malling of this Internationsl Search Report ©
03 August 1982 (Mailed by PCT Central)
Internetionef Searching Authority Signature ot Aulhqund Cfficer 3¢ f
Ji;hAJCXAS. AN
IsA/US ncent DT Tuiner -
Form PCTISA 1210 (second uheet) (Octlober 1581) Sge notee on eccompanyling eheet
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1865 Time Limit for Establishing the Interma-
tional Search Report

PCT RULE 42
Time Limits for International Search

42.I Time Limi1 for International Search

All agreements concluded with International Searching Authori-
ties shall provide for the same time limit for establishing the inter-
national sesrch report or the declaration referred to in Article
17(2)(a). This time limit shall not exceed 3 months from the receipt
of the search copy by the International Searching Authority, or ¢
months from the priority date, whichever time limit expires later.
For a transitional period of 3 years from the entry into force of the
Treaty, time limits for the agreement with any International
Searching Authority may be individually negotiated, provided that
such time limits shall not extend by more than 2 months the time
limits referred to in the preceeding sentence and in any case shall
not go beyond the expiration of the 18th month after the priority
date.

The international search report must be established
within three months from the receipt of the search
copy by the International Searching Authority, or
within nine months from the priority date (for the
definition of *“priority date”, see PCT Article 2(xi)),
whichever time limit expires later (PCT Article 18(1)
and PCT Rule 42).

1867 Refund of International Search Fee

37 CFR 1.446 Refund of international application filing and proc-
essing fees. (a) Money paid for international application fees, where
paid by actual mistake or in excess, such as a payment not required
by law or Treaty and its Regulations, will be refunded.

(b) Refunds of & portion of the search fee may be to the extent
set forth in § 1.445(a)}(4) if requested at the time of paying the na-
tional fee.

(c) Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner or the
Commissioner’s designee acting under PCT Rule 40.2(c).

(d) The international and search fees will be refunded if no inter-
national filing date is accorded (PCT Rules 15.6 and 16.2).

Refund of the supplemental search fees will be
made if such refund is determined to be warranted by
the Commissioner of Patents and Trademarks or his
designee acting under Rule 40.2(c).
1868 Unity of Invention

PCT RULE 40
Lack of Unity of In (Inter
40.] Invitation to Pay )

The invitation to pay additional fees provided for in Article

17(3)8) shall specify the reasons for which the international appli-

cation is not considered as complying with the requirement of unity
of invention and shall indicate the amount to be paid.

| Search)

40.2 Additional Fees

(&) The amount of the additional fee due for searching under Ar-
ticle 17(3Xz) shall be determined by the competent International
Sesrching Authority.

{b) The additional fee due for searching under Article 17(3)(a)
shall be payeble direct to the International Searching Authority.

(c) Any applicant may pay the additional fee under protest, that
is, accompanied by a reasoned statement to the effect that the inter-
national application complies with the requirement of unity of in-
vention or that the amount of the required additional fee is exces-
sive. Such protest shall be examined by a three-member board or
other special instance of the International Searching Authority or
any competent higher suthority, which, to the extent that it finds

the protest justified, shall order the total or partial reimbursement

MANUAL OF PATENT EXAMINING PROCEDURE

to the applicant of the additional fee. On the request of the appli-
cant, the text of both the protest and the decision thereon shall be
notified to the designated Offices together with the internationak
search report. The applicant shall submit any translation thereof
with the furnishing of the translation of the international application
required under Article 22.

(d) The three-member board, special instance or competent
higher authority, referred to in paragraph (c), shall not comprise
any person who made the decision which is the subject of the pro-
test.

40.3 Time Limit

The time limit provided for in Article 17(3)X2) shall be fixed, in
each case, according to the circumstances of the case, by the Inter-
national Searching Authority; it shall not be shorter than 15 or 30
days, respectively, depending on whether the applicant's address is
in the same country as or in a different country from that in which
the International Searching Authority is located, and it shall not be
longer than 45 days, from the date of the invitation.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 502

Protest Against Payment of Additional Fee and Decision Thereon

The International Searching Authority shall transmit to the appli-
cant, at the latest, together with the international search report, any
decision which it has taken under Rule 40.2(c) on the protest of the
applicant against the payment of the additional fee. At the same
time, it shall transmit to the International Bureau a copy of both
the protest and the decision thereon, as well as any request by the
applicant to forward the texts of both the protest and the decision
thereon to any of the designated Offices.

37 CFR 1.481 Determination of unity of invention before the Inter-
national Searching Authority. (8) Before establishing the international
search report, the International Searching Authority shall deter-
mine whether the international application complies with the re-
quirement of unity of invention as set forth in PCT Rule 13 and as
set forth in §§ 1.141 and 1.146 except &s modified below in this sec-
tion.

(b) If the International Searching Authority considers that the in-
ternational application does not comply with the reguirement of
unity of invention, it shall inform the applicant accordingly and
invite the payment of additional fees (note § 1.445 and PCT Art.
17(3)a) and PCT Rule 40). The applicant will be given a time
period in accordance with PCT Rule 40.3 to pay the edditionsl fees
due.

(c) In the case of non-compliance with unity of invention and
where no additional fees are paid, the international search will be
performed on the invention first mentioned (“main invention™) in
the claims.

(d) Lack of unity of invention may be directly evident before
considering the claims in relation to any prior ari, or sfter taking
the prior art into consideration, as where & document discovered
during the search shows the invention claimed in & generic or link-
ing claim lacks novelty or is clearly obvious, leaving two or more
claims joined thereby without & common inventive concept. In
such a case the International Searching Authority may raise the ob-
jection of lack of unity of invention.

37 CFR 1.482 Protest to lack of unity of invention. (a) If the &ppli-
cant disagrees with the holding of lack of unity of invention by the
International Searching Authority, additional fees may be paid
under protest, eccompanied by a request for refund and a statement
setting forth reasons for disagreement or why the required addition-
al fees are considered excessive, or both (PCT Rule 40.2(c)).

(b) Protest under paragreph (c) of this section will be examined
by the Commissioner or the Commissiorer’s designee. In the event
that the applicant’s protest is determined to be justified, the addi-
tional fees or a portion thereof will be refunded.

(c) An applicant who desires that a copy of the protest snd the
decision thereon accompany the internstional search report when
forwarded to the Designated Offices, may rotify the International
Searching Authority to that effect any time prior to the issuance of
the international search report. Theresfier, such notification should
be directed to the International Bureau (PCT Rule 40.2(c)).
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THE REQUIREMENT FOR “UNITY OF INVENTION"

Any international application must relate to one in-
vention only or to a group of inventions so linked as
to form a single general inventive concept (PCT Arti-
cle 3(4)(iii) and 17(3)(2), PCT Rule 13.1, and 37 CFR
1.481). The construction of this principle is laid down
in PCT Rule 13.2, 13.3, and 13.4. Observance of this
requirement is checked by the International Searching
Authority and may be relevant in the national (or re-
gional) phase.

LACK OF UNITY OF INVENTION

The search fee which the applicant is required to
pay is intended to compensate the International
Searching Authority for carrying out an international
search on the international application, but only
where the international application meets the “re-
‘quirement of umity of invention”. That means that the
international application must relate to only one in-
vention or must relate to a group of inventions which
are so linked as to form a single general inventive
concept (PCT Articles 3(4)(iii) and 17(3)(a)).

If the International Searching Authority finds that
the international application does not comply with the
requirement of unity of invention, the applicant will
be invited to pay additional search fees. The Interna-
tional Searching Authority will specify the reasons
for its findings and indicate the number of additional
fees to be paid (PCT Rules 40.1, 40.2(a) and (b)).

Such additional fees are payable directly to the Inter- -

national Searching Authority which is conducting the
search, either the United States Patent and Trademark
Office or European Patent Office, within the time
limit fixed, which must not be shorter than 15 days, if
the applicant’s address is in the same country as the
International Searching Authority; or 30 days, if ap-
plicant’s address is in a country different than the
country of the International Searching Authority; and
not longer than 45 days from the date of the invita-
tion (PCT Rule 40.3)). The amount of the additional
search fee per additional invention charged by the
U.S. International Searching Authority is $125.00 per
invention (37 CFR 1.445(a)(3)). The additional search
fee charged by the European Patent Office as an In-
ternational Searching Authority is 1,700 Deutsche
Mark, payable directly to the European Patent Office.

The International Searching Authority will estab-
lish the international search report on those parts of
international application which relate to the “main in-
vention,” that is, the invention or the group of inven-
tions so linked as to form a single general inventive
concept first mentioned in the claims (PCT Article
17(3)(a)). Moreover, the international search report
will be established also on those parts of the interna-
tional application which relate to any invention (or
any group.of inventions so linked as to form a single
general inventive concept) in respect of which the ap-
plicant has paid any additional fee within the pre-
scribed time limits.

Any applicant may pay the additional fee under
protest, that is, accompanied by a reasoned statement
to the effect that the international application com-

plies with the requirement of unity of invention or

that the amount of the required additional fee is ex-
cessive (PCT Rule 40.2(c)). Any such protest filed
with the U.S. International Searching Authority will
be examined and decided by the Group Director (37
CFR 1.482%(b}). To the extent that the applicant’s pro-
test is found to be justified, total or partial reimburse-
ment of the additional fee will be made. On the re-
quest of the applicant, the text of both the protest and
the decision thereon is sent to the designated Offices
together with the international search report (37 CFR
1.482(c)).

Where, within the prescribed time limit, the appli-
cant does not pay any additional fees or only pays
some of the additional fees indicated, certain parts of
the international application will consequently not be
searched. The lack of an international search report in
respect of such parts of the international application
will, in itself, have no influence on the validity of the
international application and processing of the interna-
tional application will continue, both in the interna-
tional and in the national (regional) phases. Neverthe-
less, the U.S. national law provides that such un-
searched parts of the international application will be
considered withdrawn as far as the United States as a
designated Office is concerned, unless a special fee for
each claim is paid by the applicant upon request (PCT
Article 17(3)(b), 35 U.S.C. 372(c), 376(a) 5, 37 CFR
1.445(a)(5)).

1870 Administrative Instructions Annexes
ANNEX B

CODE IDENTIFYING STATES AND ORGANIZATIONS

AR Argentina

AT  Austria

AU  Australia

BE  Belgium

BG  Bulgeria

BI Burundi

BJ Benin (Dahomey)

BR Brazil

BS Bahamas

CA  Canada

CF  Central African Empire
CG Congo

CH  Switzerland -

CI Ivory Coast

CM  Cameroon

CS  Czechoslovakia

CU Cubs

CY Cypus

DD German Democratic Republic
DE  Germany, Fedesal Republic of

DK  Denmark

DO Dominican Republic
DZ  Algeris

EG  Egypt

ES  Spain

FI Finland

FR  France

GA  Gsbon

GB  United Kingdom
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ANNEX B—CONTINUED

Ghana

Greece

Haiti

Hungery

Upper Voita

Indonesia

Ireland

Israel

Iraq

Iran

Iceland

Italy

Jordan

Japan

Kenya

Lebanon

Liechtenstein

Sri Lenka

Luxembourg

Libyan Arab Jamahiriya, Socialist People's
Morocco

Monaco

Madagascar

Mauritania

Malta

Mauritius

Malawi

Mexico

Niger

Nigeria

Netherlands

Norway

New Zealand

Philippines

Poland

Portugal

Romania

Sweden

San Marino

Senegal

Surinam

Soviet Union

Syria

Chad

Togo

Tunisia

Turkey

Trinidad and Tobago
United Republic of Tanzania
Uganda

United States of America
Uruguay

Vatican City State (Holy See)
Viet Nam, Socialist Republic of
Yugoslavis

South Africa

Zambia

Zaire

African Intellectual Property Organization
European Patent Office
International Bureau of WIPO

ANNEX C

STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS OF
PATENT DOCUMENTS

Introduction

1. The recommendation provides for groups of letter codes ‘in
order to distinguish patent documents. The letter codes also facili-
tate the storage and retrieval of such documents.

2. If any Office wants to amplify the information contained in the
letter code, this letter code may be optionally associated with a nu-
merical code. The meaning of such numerical code should then be
defined by each Patent Office availing itself of this option.

3. The code also provides for a letter for non-patent literature
documents (N) and for documents to be restricted to the internsl
use of Patent Offices (X) (e.z., confidential documents, not to be
disclosed outside the Office). Sec in this respect also SI.1
(ICIREPAT Manual pages 4.3.1.1 to 4.3.1.4).

Definitions

4. For the purposes of this recommendation, the expression
“patent documents” includes patents for inventions, inventors’ cer-
tificates, utility certificates, utility models, patents or certificates of
addition, inventors’ certificates of addition, utility certificates of ad-
dition, plant patents and published applications therefor.

5. For the purposes of this recommendation, the term “‘entry in
an official gazette” means at least one comprehensive announce-
ment in an official gazette regarding the making availsble to the
public of the complete text, claims (if any) and drawings (if any) of
& patent document,

6. For the purposes of this recommendation, the terms *publica-
tion™ and “published” and used in the sense of making available:

(i) a patent document to the public for inspection or supplying
a cCopy on request

(ii) multiple copies of a patent document produced by printing
or like process

Explanation: If, at a particular procedural stage, & copy of
the document is first made available to the public for inspec-
tion or copying and is then, at the same procedural stage, made
available in multiple copies produced by printing or like proc-
ess, only a single publication is considered to have occurred.
If, on the other hand, multiple reproduction results from a new
procedural stage, this reproduction is considered to be a fur-
ther publication of the document, even if the texts at the two
stages are identical.

7. According to certain national patent laws or regulations, the
same patent application may be published at various procedural
stages. For the purposes of this recommendation, a publication level
is defined as the level corresponding to a procedural stage at which
normally a document is published under a given national patent
law.

Recommendation

8. It is recommended that the code:

(=) be used for the recording of the “kind of document” in me-

chine-readsble data carriers, such as 80-column punched cards,
- magnetic tapes, aperiure cards, etc.;

() be used in the first page of patent documents, preferably
near the document number, if these have been published in the
sense of paragraph 6;

(c) be used in entries in official gazettes or, if ell entries in a
section of the Gazette relate to the same kind of a document at
the beginning of such & section;

(d) be used for the identification of petent documents cited in
“Search Reports™ and “Lists of References” in patent documents
(INID Number 56).

9. Code

The Code is subdivided into mutually exclusive groups of letters.
The groups characterize patent documents and documents specified
in paragraph 3. Groups 1-$ comprise one or several letters enabling
identification of documents pertaining to different publication
levels.
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Group 1 Use for primary or major series of patent documents
A First publicsation level
B Second publication level
C Third publication level
Group 2 Use for secondary series of patent documents
E First publication level
F Second publication level
G Third publication level
Group 3 Use for further series of patent documents, as the special
requirements of each Office may be
H
i
Group 4 Use for major special types of patent documents
M Medicament patent documents
P Plant patent documents
§ Design patent
Group 5 Use for uiility model documents having & numbering
series other than the documents of Group 1
U First publications level
Y Second publication level
Z Third publication leve]
Group 6 Other (see paragraph 3)
N Non-patent literature documents
X Documents restricted to the internal use of Offices

10. It is understood that documents resulting from a patent appli-
cation and being identified as the major series will fall under Group
1 (e.g. DT Offenlegungsschrift, Auslegeschrift and Patentschrift).
However, documents identified as a secondary series will fall under
Group 2 (e.g., FR patent of addition under old law, US reissue). In
exceptional cases of need for a further series, Group 3 is reserved
for such purposes (e.g., US defensive publication). Group 4 applies
only, at present, to special documents concerning the medicament
patents published in France and the plant patents published in the
United States of America. In any country publishing similar docu-
ments, Group 4 should than be used.

11. As indicated in paragraph 2, the above letter code may op-
tionally be associated with a numerical code to amplify the infor-
mation represented by the letter code. For this numerical code only
digits 1 to 9 should be used. The significance of this code will be
defined by any national Office applying such code and communi-
cated to the International Bureau, which will publicize this infor-
mation. The numerical code must always be interpreted in conjunc-
tion wtih the country code and the above letter code.

12. As an appendix to this recommendation a list of patent docu-
ments, past and currently published, and intended to be published in
the future, divided in accordance with the code, is given.
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APPENDIX [
LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY PUBLISHED,
AND INTENDED TO BE PUBLISHED IN THE FUTURE, DIVIDED IN
ACCORDANCE WITH THIS CODE

Code: A Patent Documents Numbered in Primary or Major Series—

First Publication Level
Examples:

Austria Petent Applicstion published in the sense of paragraph
&)

Belgium Brevet d'invention/Uitvindingsoctrooi

Belgium Drevet de perfectionnement/Verbeteringsoctrooi

Bulgaris Opisanie na izobretenie po patent

Canada Patent

Cuba Patent Application published in the sense of peragraph
64)

Czechoslovakia Pltcnt Application published in the sense of pasagraph

Czechoslovakis lnvcntor s Certificate Application published in the
sense of pasagraph 6(i)

Denrnark Patent Application published in the sense of paragraph

i)
Patent specificaion

Eg:'pct Documcen.;c published after 18 months

Finland Patent Application published in the sense of paragraph
&)

France Brevet d'invention (old law)

France Brevet d'invention, i blicati

France Certificat d'eddition & un bn:vet d'invention, pmmxére
et unique publication

France Certificat d&'utilité, ié blication

France Certificat d'addition & un cemﬁcat d'uuhté. et unique
publication

Frence Demande de brevet d' i bli

France Demande de certificat d’addition & un brevel d‘mven-
tion, premiére publication

France Demsnde de ceriificat d'utilité, premiére publication

France Demande de certificat d'addition & un certifical d'uti-

lité, premiére publication

Germsn Patentschrift (Ausschliessungspatent), granted in oc-
T [ with paragraph 5.1 of the Patent Amend-
Republic ment Act of the German Democratic Republic
Germen Patentschrift (Wuuclnﬂ.spalcnt). granted in accordance
Democratic with pln\gngmsl I of the Petent Amendment Act of
GeRepubhc Oﬂﬁ‘:l e ocratic Republic
rmeany, enlegun ft
Fedcrzl ’ Bungme
Republic of
Hungary P:;(e_r;t Application published in the sense of paregraph
i
India Patent specification
Ireland Patent specification
Ttaly Brevetto per invenzione industriale
Japan Kokei tokkyo koho
Luzembourg Brevet d’invention
Luzembourg Certificat d’addition & un breet d'invention
Netherlands Ter inzsge gelegde octrooieanvrage
Norwey P.;:'l;t Application published in the sense of paragraph
i
Pakistan Patent specification
PCT Pamphlet published after 18 months
Poland Opis patentovy
Romenis Descrieres inventiei
Soviet Union Opisenie izobreteniya k patentu
Soviet Union Opisanie izobreteniya k sviorskomy svidetelstvu
Spein Patente de invencidn
Sweden Pn;(er)n Application published in the sense of peragraph
Switzerland Auslegeschrift/Mémoire Exposé/Esposto  Memoriale
(Patent Application published in the sense of Fm
rephs 6(i) and 6(ii) pertaining to the technical fields
or u;hlch search and exeminstion &s to novelty are
Switzerlend Pmmuchnh/ﬁx d'invention/Esposto d'invenzione
(Patent published in the sense of parsgraph 6(ii) and

pertaining to the technical fields for which neither
search nor exsmination es 10 novelty are made)
United Kingdom Patent specification
United States Patent

Yugoslavia Patentni spis
Code: B Fatent Documents Numbered in Primary or Major Series—Second
Publication Level
Examples:
Australia Petent specification
Austria Patentschrift
Canads Reissue
Cubs Patente de invencién
Czechoslovakia  Popis vyndlezu k patentu
Czechoslovakin ~ Popis vyndlezu k sutorskému osvédEeni
Denmark Fremlaeggelsesskrify
Finland Kuulutus;ulkmu—Uthggnm
France Brevet d’invention, dcunéme pubhcauon de l'invention
Frence Certificet d’sddition & un brevet d'invention, deuxidme
publication de I'invention
France Certificat d'utilité, deuxiéme publication de I'invention
France Certificat d’eddition & un certificet d’utilité, deuxidme
pubhcauon de I'i mvenuon
German P: d in ac
»? atic d. with paregraph 29 of the Patent Act of the
Republic Germln Democratic Republic
Germsn Patentschrift (Wirtac! tent), granted in sccordence
L)emggu:ﬁc \Eith pungngh 22-.01‘ t Pntem Act of the German
Germany, Auslegeachrift
Federal
Republic of
Hungery Szabadelmi leires
Jepan Tokkyo koho
Netherlands Openbear gemsskte octrooiasnvrege
Norwey Utegningsekrift
Sweden Udliggni i
Switzerland Patentschrift/Ex d'invention/Esposto d'invenzione
(Patent publi in the gense of Wﬁw 6(ii) |nd
perisining to the technical fields for w

+  and examinstion es to the roveltly are made)
United Kingdom Amended Patent Specification
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Code: C  Patent Documents Numbered in Primary or Major Series—Third

Examples:
Demark
Finland
German, Federal

Republic of

Netherlands
Norway
Sweden

Code: E  Patent D

Publication Level

Patent
Patentti-—Patent
Patentschrift

Octrooi
Patent
Patentskrift

Examples:
France
United States

Code: H

Example:
United States

Numbered in Secondary Series—First Publication
Level

Certificat d'sddition & brevet d'invention (old law)
Reissue

Patent Documents rumbered in further series

Defensive publication

Code: M Medi Patert Dox
Examples:
France Brevet spécial de médicament
France Addition & un brevet spécial de médicament
Code: P Plant Patent Documents
Example:

Um‘t,ed Ststes Plant patent

Code: U Utility Model Documents Numbered in Series other than the
Decuments of Grovp I—First Publication Level

Examples:
Germany, Gebrauchsmuster
Federal
Republic of
Japan Koksi jitsuyo shinan koho
Spein Utility Model Applicetion pubjished in the sense of

paragraph 6(i)

Code: ¥  Utility Model Documents Numbered in Series other than the
Documents of Group I—Second Publication Level

Examples:
Japan Jitsuyo shinan koho
Spain Meodelo de utilidad
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List of Patent Documents, Past and Currently Published, broken down by issuing country and coded in

PATENT COOPERATION TREATY

Appendix IT

accordance with the S1.8 Code

Kind of published patent document Agpo-
ciated
. Designation in language pmer-
Tesuing of issuing country Translstion into Jdentification Letter] = o
country (and, if required, English rd " code| o ie
transliteration in (when needed) of Gocumen (when
Latin characters) defined)
Australis Unexamined complete Unexamined Patent Applica-{| A
specification opee to tion published in the sense
public inspection (not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Austria Aufgebot (not marked on | Document laid Patent Application published | A
document but indicated | open in the sense of paragraph 6(i)
as such in the Official
Gazeite)
Patentschrift Patent Patent published in the sense | B
specification of paregraph 6(ii)
Belgium Brevet d'invention/ Patent of invention | Patent published in the sense | A
: Uitvindingsoctrooi of paragreph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Verbeteringsoctrooi paragraph 6(ii)
Brevet d'imporiation/ Patent of Paient of importstion A
Invoeringsoctrooi importation published in the sense of
paragraph 6(ii)
Bulgaria g‘}ﬂgggﬁmuu Description of Patent published in the sense | A
no DATEHT, invention for s of paragraph 6(ii)
(Opisanie na izobretenie |patent
po patent)
ONHCARHE Deseription of Inventor's certificate A
}1’3 i’g?&g&'{g““ invention foran  |published in the sense of
CBHIETEJCTBO author’s certificate | paragraph 6(ii)
(Opisanie na izobretenie
po avtorsko svideielstvo)
Cansds Patent/Brevet Patent published in the senge | A
. of paragraph 6(ii)
Reissue Patent/Brevet de Patent reissued and repub- B
sedélivrance lished in the sense of
paragraph 6(ii)
Cuba . |Publicacién dela solicitug | Publication of the |Patent application published | A
(not msrked on |application in the sense of paragraph 6(i)
document) VS T '
Petente de invencién Patent of invention | Patent publithed i the sease | B
of paragraph 6(ii)

1800-63
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Kind of published patent document Ao~
cimted
. Designation in language o
Issuing of issuing country Translation into ldentificatio Letter m;;q
country (and, if required, English  doctment code | code
transliterationt in (when needed) of document (when
Latin characters) defined)
Caechoslova- | Prihliske vyndlezu Application for an | Application for inventor's A 1
kia (se Hidostl o invention asking | certificate published in the
sutorské osvidedi) for author's sense of paragraph 6{i), in
certificate accordance with' Lew No. 84
of 01.11.1972
Prihliske vyndlezu Application for an | Patent application published | A 2
(se Zidosti o patent) invention asking | in the sense of paragraph 6(i),
for 8 patent in accordance with Law No.
No. 84 of 01.11.1972
Patentové pfihliska Patent application | Patent gpplication published | A 5
or or in the sense or paragraph 6{i)
Prihisske vynblezu Application for | up to patent No. 149260
invention (granted before the entry into
force of Law No. 84 of
01.11.1972)
Popis vynilezu k Description of an | Inventor’s certificate B 1
autorskému osvédieni invention foran | published in the sense of
author’s certi- paragraph 6(ii}, granted in
ficate accordance with Law No. 84
of 01.11.1972
Popis vyndlezu k patentu | Description of an | Patent published in the sense | B 2
invention for a of paragraph 6(ii), granted
patent in accordance with Law
No. 84 of 01.11.1972
Popis vyndlezu k Description of an | Dependant author’s certifi- B 3
sutorskému osvédieni invention for an | cate published in the sense
author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
No. 84 0f 01.11.1972 .
Popis vyndlezu k patentu | Description of an | Dependent patent published | B 4
invention for a in the sense of paregraph
patent 6(ii), granted in accordance
with Law No. 84 of
01.11.1972
Patentovy spis Paterit Patent published in the sense | B 5
specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 of 01.11.1972
Denmark Almindeting Patent application | Patent application published | A
tilgaengelig arcessible to the | in the sense of paragraph 6(i)
patenlanisgning Po.
Fremlaeggelsesskrift Document laid 1 :“:;;:\:PL;.{;:?? Eu'?‘luhed B
open novelty in the venee of
paragraph 6(if) .
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Kind of published patent document Asao-
. Designation in language P
Issuing of issuing country Translation into Identification Letter] = )
couatry (and, if required, English of d ; code! _ie
transliteration (when needed) (when
Latin characters) defined)
Denmark Patent Patent Petent published in the sense | C
(cont'd) of paragraph 6(ii)
Egypt (AL RIAVY] Authority for Patent published in the sense | A
(Idarat bara’at alikhtireh) | Patent Delivery | of paragraph 6(if)
Finland Julkiseksi tullut patent- | Patent application |Petent application publisked | A
tihakemus (not marked | made accessible to |in the sense of paragraph 6(i)
on the document) the public
Kuunlutusjulkaisu ~ Document laid Patent application published | B
Utléggningsskrift open after examination as to
novelty in the sense of
paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first A i
d'invention patent of invention |publication, published ir the
sense of paragraph 6(ii)
Demande de certificat Application fora | Application for & certificate A 2
d’addition & un brevet certificate of addi- |of addition, first publication,
d'invention tion to & patent of |published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for Utility certificate application, | A 3
dutiité certificate of first publication, published
utility in the sense of paragraph
6(ii)
Demande de certificat Application fora | Application for a certificate A 4
d'addition 4 un certificat |{certificate of addi- | of addition toa utility
d’utilité tion to & certificate | certificate, first publication,
of utility published in the sense of
paragraph 6(i)
Brevet d'invention Patent of invention | Patent, firstand only publica- | A 5
tion, published in the eenge
_ of paragraph 6(ii)
Certificat d’addition & un | Centificate of addi- | Certificate of addition to 2 A 6
brevet d’invention tion to & patent patent, first and only publica-
. , of invention tion, published in the sense
of paragraph 6(ii)
Certificat d'utilité Certificate of Utility certificate, first and A 7
utility only publication, published
in the sense of
paragraph 6(ii)

1800-65
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Kind of published pstent document Asao-
Tesuing Degg:m«-m in lnngnge T on into BURer-
issuing coun ranslation i I i
country (and, if required, English tekatification o
transliteration in (when needed) of document (when
Latin characiers) defined)
France Certificat d’addition Certificate of Certificete of addition to 2 8
(cont'd) & un certificat d'utilité  |additionto s utility certificate, first
certificate of utility | and only publication,
published in the sense of
paragraph 6(ii)
Brevet d'invention Patent of invention [Patent, second publication, i
publithed in the sense of
paragreph 6(ii)
Certificat d'addition & Certificate of Certificate of addition to & 2
un brevet d'invention additionto a patent, second publication,
patent of invention |published in the sense of
paragraph 6(ii)
Certificat d utilité Certificate of Utility certificate, second 3
utility publication, published in the
sense of paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a 4
un certificat d'utilité additionto a utility certificate, second
certificate of utility | publication, published in the
sense of paragraph 6(ii)
Brevet d'invention Patent of invention | Patent (old law) published in
the sense of paragraph 6(ii)
Certificat d'addition 2 Certificate of Certificate of addition to &
un brevet d'invention addition to 8 patent (old law) published in
patent of invention |the sense of paragraph 6(ii)
Brevet spécial de Special patent Medicament patent (old law)
médicament for medicament  {published in the sense of
peragraph 6(ii)
Centificat d'addition & Certificate of Certificate of edditionto &
un brevet spécial de addition to a medicament patent (old law)
médicament ‘|special patent for |published in the sense of
medicament peragraph 6(ii)
German Patentechrift Patent specifica-  |Exclusive patent, granted in
Democratic (Augschlicssungs- tion (Exclusive aocordance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph (i)
Patentschrift Patent specifi- Industria! patent, granted in
(Wirtschafipatent) cation (Economic | accordance with paregraph
Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6{ii)
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Issuing
country

Kind of published patent document

Designation in langusge
of issuing countsy
{and, if required,
trenslitesation in
Latio charscters)

Translation into
English
(when nesded)

identification
of document

cinted
DWHLT-

(when
defined)

German
Democratic
Republic
{cont’d)

Patentschrift (Aus-
schliessungspatent)

Patentschrift

(Wirischafispatent)

Berichtigie Patentschrift
(Ausschliessungspatent)

Berichtigte Patentschrift
(Wirstschaftspatent)

Patent specifica-
tion (Exclusive
Patent)

Patent specifica-
tion (Economic
Patent)

Corrected patent
specification
{Exclusive Patent)
Corrected patent
specification
{Economic Patent)

|published in the sense of

Exclusive patent granted in
sccordence with para-
greph 23 of the Patent Act of
the German Democratic
Republic, (2nd publication
afier examination a6 to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(ii)
Industrial patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic (2ad publication
after examineation &s to
novelty whenever this
examination is effected),

paragraph 6(ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
(Federal
Republic of)

Offenlegungsschrifi

Auslegeschrift

Document open
for inspection

Document laid
open

Patent application published,
before examination as to
novelty, in the zense of
parsgraph 6(ii)

- 13t publication

- 2nd publication. Modified
reprint following Al Offen-
legungsschrift or B! Aus-
legeschrift

- 3rd publication. Modified
reprint following A2 Offen-
legungsschrift or B2 Aus-
legeschrift '

Patent application published,
sfter examination &s to
novelty, in the sense of
paragraph 6(ii)

- st publication. Offen-
legungsschrift not yet
published

- 2nd publication. Normally
following an Al Offen-
legungsschrift or Bl Aus-
legeschrift

1800-67
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countsy

Kind of published patent document

Designation in langusge
of issuing countey
{and, if required,
transliteration in
Latin characters)

Translation into
English
{when needed)

Identification
of document

iLetier

Gemmnany
(Federal
Republic of)
{cont’d)

Patentschrift

Gebrauchsmuster

Patent
specification

Utility model

- 3rd publication. Following
an A2 Offenlegungsechrift

- 4th publication. Following
an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph 6(ii)

- Bt publication. Offen-
legungsschrift and Aus-
legeschrift not published

- Znd publication. Modified
reprint normally following &
B1 Auslegeschrift or Cl
Patentachrift

- 3rd publication. Normally
following a B2 Auslegeschrift
'gnd an Al Offenlegunge-
schrift or following & B2
Auslegeschrift with e preced-
ing Bl Auslegeschrift as well
- 4th publication. Following
& B3 Auslegeschrift or C3
Patentschrift

- 5th publication. Following
& B4 Auslegeschrift ora

C4 Patentschrift

Utility model published in
the sense of paragraph 6{ii)

Hungary

Kézzbtett szabadalmi
bejelentés

Szabedaimi leirds

Published patent
application

Patent
specification

Patent application publighed
in the sense of paragraph 6()
Patent published in the sense
of paragraph 6(ii)

india

Patent specification

of paragraph 6(ii)

Patent published in the sense.

Irelsnd

Patent specification

Patent published in the sense
of paragraph 6(ii) '

ftaly

Brevetto per invenzione
industriale

Patent for indus-
trial invention

Patent published in the sense
of paragraph 6(ii)
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Kind of published patent docwnent g::g
. Designation iy lenguage. RuEner-
Iusuing of issuingcountry | Translation into Mentification “ﬁf ical
eountry (and, if required, Exglish " of document code
tranliteration in (when needed) (whea
Latin charactess) defined)
s 208 e n & a Published unexam- | Patent application published | A
pes ined patent appli before examinstion os to
. ed pal cg- ore 8s
(Kokai tokkyo koht) tioa novelty in the sense of pars-
graphs 6(i) and 6(i).
®« & 2 @ Published examined | Patent spplicstion published
patent spplication | efter examination es to nov-
(Tokkyo koht) ¢lty in the sense of pare.
graphs 6(1) end 6{g).
= Jgt publication. A Kéksi Bl
tokkyo kohd not published.
“T* headed the sumerical
number of Tokkyo kohs
published from 1922 to
1926.
= 2nd publicstion. Nosmally (B |2
following en A K6ksi
tokkyo kéhé.
L A X NN EN:; Patent specification | Patent {old law) published
Tokkyo hatsumel in the sense of paragraphs
G 6() and 6(3).
- 15t publication. Tekkyo Cii
kO6h6 not published.
- 2nd publication. Nommelly 1 C {2
following & B 1 Tokkyo
‘ kaho,
BEENNRLE Corrected patent Corvected patent published | H
. ificati in the sense of paragraphs
(Tokkyo shinpan specification
Seiky kékoku) 6(i) and 6(ii).
2 E & @ | Regitereddesign | Registered design application | §
i publication published after examinstion
(Isy8 k6ht) &3 to novelty in the sense of
paragraphs 6(i) and 6(ti).
LBRBER L@ | Published unex- Utility model application U
(K6kai jitsuys emined utility published before enaming-
ghinan k6h6) model spplication { tion as to novelty in the sense
of peragrephs 6(i) snd 6(l)
i)
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Kind of published patsat docament M»-
R Designatios in lengunge BREG-
lssning of issuing country | Transtation into Sdeatifcation {Lester] =)
vontry (end, if mquired, English of & eole | o
tragaliteration in {when nosded) {ohen
Latip cheraciers) delinod)
(npu% % B &G & & @ |Poblished examined | Utility model applicstion
epplication 28 to novelty in the eense of
paragraphs 6(3) ead 6(1)
« {st publication. U Kékad Yii
jitsuy® ghinan kohs not
published.
“T* headed the numerical
sumber of Jitsuy6 shines
k6hd published from 1922
to 1926.
- 2nd publication, Normel- Yi2
ly following e U £ ékat
JHtsuy6 shinen kehs,
EBRAGER ueﬁnemddugty Registered utimymod:l'
maodel spe tion | published in the senss
(Téroku jitsuy shines) phs 6(1) and 6(d)
- {8t publication Sitsuyd Z}1
shinan kéhé pot published
- 2nd publication. Normal- 21 2
iy foliowing s Y § Jitsuyd
chinsn k6ho.
298 958 GR BA IR 2% | Corvected registered | Correctod registered utility I
tility model specifi- | model published in the ssuse
(Toroku fitsuy6 shinan |
shinpan seiky kSkoky) | @ of paragraphs 6(1) and 6().
Lesembousg | Beevet @isvention Patent of invention |Patent published in the ssase | A&
. ‘ of peragraph €(ii)
Certificat d’eddition & Certificate of Certificate of addition to @ A
us beevet §'imwention jedditiontoapatznt [petent published im the oomse
of invention of paragreph 6H)
bemaco Brevar dmventica lh&ntofhmﬁan Putent publiched in e sease | A
of pargraph () _
Netherisads | Terinsapelepging Patent application |Petent spplicatios published | A
{iaid opea in the wase of pare-
graphs 6) and 6()
Openbessmsking ~ |Published patent  |Patent application published | B
application afier examination in the smnse
I of paragraphs 60) and 6(F)
Cctrooi ‘Patent Patent published in the sense | C
of parsgraph 6(H)

Worwsy Alement ilgiengelige Potent spplication [Petent epphiction published | A
patentsbiinader (pot wcceseibie o the fim the sense of paragraph 6()
@masked o the decument) |public
Uklogningaalirit Diocument laid Patent epplication publiched | B

open afier exprninstion o8 1o
novelly in the somse of pare-
graph
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Kind of published peient document Asps-
Sssuing Designation in language —
of issuing country Translation into v sl
country (and, if required, English LdfenlM:z code
transliteration in (when needed) (when
Latin characters) defined)
Norway Patent Patent Patent published in the sense
(cont'd) of paragraph 6(ii)
Pakisten Patent specificstion Patent published in the sense
' of paragraph 6(i)
Poland Patent application published
in the sense of paragreph 6{i)
Opis patentowy Description of Patent published in the sense
Patentu tymczasowego  |patent of peragraph 6(i)
Romania Descrierea inventiei Description of the |Patent published in the sense
invention of paragraph 6(ii)
Soviet Union |ONKMCAHKE Description of the |Patent published in the sense
HIQbFEIEHMA inventionfora | of paragraph 6(ii)
(Opisanie izobreteniya | Patent
k patentu) .
ONACAHUE Description of the | Inventor’s certificate
Pl invention foran | published in the sense of
CBHIETEJLCTBY author’s cértificate | paragraph 6(ii)
(Opisanie izobreteniya k
avtorskomu svidetelstvu)
| Spein Patente de invencién Patent of Patent published in the tense
invention of paragraph &(i)
Patente de introduccién | Patent of Patent of importation
introduction published in the sense of
paragraph 6(i)
Certificado de adicién Certificate of Certificate of addition
addition published in the sense of
‘ paragraph 6(i)
Solicitud de Modelo de | Application fora | Utility Model Application
Utilidad utility model publishe. in the sense of
paragraph 6(i)
Modelo de Utilidad Utility Model Utility Model published in
the sense of paragraph 6(i)
Sweden Allmgnt tillghnglig Patent application |Patent Application publighed
patentansikan accessible to the  |in the sense of peragraph 6(i)
public
Utlzggningsskrift Document laid Patent Application published
open after examination as (o
novelty in the sense of para-
graphs 6(i) and 6(ii)
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Kind of published patent document Asso-
Designation in language cited
Yssuing of issuing country Translation into Identificat; Letter mg:f
country (and, if required, English P —— code| g
transliteration in {when needed) o t {when
Latin characters) defiped)
Sweden Patentskrift Patent document | Patent published in the sense | C
(cont'd) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire | Document laid Patent Application published | A 4
Exposé/Esposto open after examination &8 to
iemoriale novelty in the sense of para-
graphs 6(i) and 6(ii), and
pertaining to the technicel
fields for which examination
as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent - Patent published in the gense | A 5
d'invention/Esposto specification of paragraph 6(ji) and pes-
d'invenzione tzining to the techmical
fields for which no examina-
tion as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | B 5
d’invention/Esposto specification of paragraph 6(ii) and per-
d'inventione taining to technical fields
for which examination as to
novelty is made, issued since
1959
Patentschrift/Exposé Patent Patent published in thesense | A
d'invention/Esposto d'in- |specification of paragraph 6(ii), issued
venzione {Main patent) from 1888 to 1959
{Hauptpatent/Brevet
principal/Breveito prin-
cipale)
Patentschrift/Enposé Patent Patent of addition published | A
d'invention/Esposto d'in- | specification in the sense of para-
venzione (Zusatzpatent/ {{Additional graph 6(ii), issued from 1907
Brevet additionnel/Bre- | patent) 1o 1959
vetto addizionale) . .
Patentschrift/Exposé Patent Patent of addition published | E
d'invention/Esposto d'in- {specification in the sense of paragraph
venzione (Zusstzpatent/ |(Additional 6(ii) in secondary series from
Brevet additionnel/Bre-  |patent) 1688 to 1907
vetto addizionale) '
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of
paragraph 6(ii). Grant of let-
ters Patent usually eccurs
3 months sfter publication.
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Kind of published pateat docurpsat Aspg-
. Designation in langeage
Issuing ofissuing country | Translation into . Letier "0
tansliterationia | (when noeded) of documest (whon
Latin characters) fefined)
United Amended Patent Amended Specification of 8 B '
Kingdom Specification Granted Patent published in
(cont'd) the sense of paragraph 6(i)
United Patent Patent published in the sense - | A
Ststesof | piang Patent of parsgraph 6(H) P
Reissue Patent Patent reissued and republ- 'E
lished in the sense of pare-
graph 6(if)
Defensive Publication Patent spplicstion published | H
without examination or esseg-
tion 2 to novelty, in the sanse
of paragraph 6(f)
Defensive Publication Patent document published H
‘| in the sense of paragreph 5t
Entyy of an abstract of the
spplication in the Official
Gazette
Defensive Publication Patent document published H
in the sense of paragraph 6(if):
Absteact of ap application
published in & discreet docu-
ment form distinctively num-
bered in 8 aumerical serics
unique to Defensive Publica-
tions.
Yugoslavia Accepted Patent Application A
published in the sense of
. paragraph 6()
Pateaini spis Patent Patent published in the smse B
specification of paragreph 6(ii)
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1872 International-Type Search
PCT RULE 41
Earlier Search Other Than International Search

41.1 Obligation to Use Results; Refund of Fee

If reference has been made in the request, in the form provided
for in Rule 4.1), to an internstional-type search carried out under
the conditions set out in Article 15(5) or to a search other than an
internationel or international-type search, the International Search-
ing Authority shall, to the extent possible, use the results of the said
search in estgblishing the international search report on the interna-
tional epplication. The International Searching Authority shall
refund the search fee, to the extent and under the conditions pro-
vided for in the agreement under Article 16(3)Xb) or in a communi-
cation addressed to and published in the Gazette by the Internation-
al Bureau, if the international search report could wholly or partly,
be based on the results of the said search.

37 CFR 1.21 Miscellance fees and charges.

® & * ® *

(e) International-type search reports:

For preparing an international-type search report of an interna-
tional-type search made at the time of the first action on the merits
in 2 national patent application $25.00.

37 CFR 1.104 Nature of examination; examiner's action.

* * * * ®

(c) An international-type search will be made in all national ap-
plications filed on and after June 1, 1978.

{d) Any national application may also have an international-type
search report prepared thereon at the time of the national examina-
tion on the merits, upon specific written request therefor and pay-
ment of the international-type search report fee. See §1.21(e) for
amount of fee for preparation of international-type search report.

WNoTE: The Patent and Trademark Office does not require that a
formal report of an international-type search be prepared in order
to obtain a search fee refund in a later filed internatonal application.

PCT Rule 41 provides that the applicant may re-
quest in a later filed international application that the
report of the results of the international-type search,
i.e.,, a search similar to an international search, but
carried out on a national application (37 CFR 1.104
(c) and (d)), be used in establishing an international
search report on such international application. An in-
ternational-type search is conducted on all U.S. na-
tional applications filed after June 1, 1978. Upon spe-
cific request, at the time of the examination of a U.S.
national application and provided that the payment of
a $25.00 international-type search report fee has been
made (37 CFR 1.21(e)), an international-type search
report form (PCT/ISA/201) will also be prepared.

1873 Amendment Under PCT Article 19
PCT ARTICLE 19

Amendment of the Claims Before the International Bureau

(1) The applicant shall, after having received the international
search report, be entitled to one opportunity to amend the claims of
the international spplication by filing amendments with the Interna-
tional Bureau within the prescribed time limit. He may, at the same
time, file a brief statement, as provided in the Regulations, explain-
ing the amendments and indicating any impact that such amend-
ments might have on the description and the drawings.

(2) The amendments shall not go beyond the disclosure in the in-
ternationgl application &s filed.

(3) If the national law of any designated State permits amend-
ments to go beyond the said disclosure, failure to comply with
paragraph (2) shall have no consequence in that State.

PCT RuLE 46
Amendment of Claims Before the International Bureau
46.1 Time Limit

The time limit referred to in Article 19 shall be 2 months from
the date of transmittal of the internationa! search report to the In-
ternationa! Bureau and to the applicant by the International Search-
ing Authority or, when such transmittal takes place before the expi-
ration of 14 months from the priority dste, 3 months from the dste
of such transmittal.

46.2 Dating of Amendments

The date of receipt of eny amendment shail be recorded by the
International Bureau, which shail also notify the applicant of the
date and indicate the date in any publication or copy issued by it.

46.3 Language of Amendments

If the international application has been filed in a language other
than the language in which it is published by the International
Bureau, any amendment made under Article 19 shall be both in the
language in which the international application has been filed and
in that in which it is published.

46.4 Statement

(a) The statement referred to in Article 19(1) shall be in the lan-
guage in which the international application is published and shafl
not exceed 500 words if in the English language or if translated
into that language.

(b) The statement shall contain no comments on the international
search report or the relevance of the citations contazined in that
report, The statement may refer to a citation contained in the inter-
national search report only in order to indicate that a specific
amendment of the claims is intended to avoid the document cited.

46.5 Form of Amendments

(8) The applicant shall be required to submit a replacement sheet
for every sheet of the claims which, on account of an amendment
or amendments under Article 19, differs from the sheet originally
filed. The letter accompanying the replacement sheet shall draw at-
tention to the differences between the replaced sheets snd the re-
placement sheets. To the extent that any amendment results in the
cancellation of an entire sheet, that amendment shall be communi-
cated in a letter.

(b) The Internationai Buresu shall mark on each replacement
sheet the international application number, the date on which it was
received, and the stamp identifying the Internationsl Bureau. it
shall keep in its files any replaced sheet, the letter accompanying
the replacement sheet or sheets, and zny letter referred to in the
last sentence of paragraph (a).

(c) The International Bureau shall insert any replacement sheet in
the record copy and, in the case referred to in the last sentence of
paragraph (a), shall indicate the cancellations in the record copy.

37 CFR 1415 The International Bureau. (8) The Internations!
Bureau is the World Intellectual Property Orgenization located st
Geneva, Switzerland. It is the internationsal intergovernmental orga-
nization which acts as the coordinating body under the Treaty and
the Regulations (PCT Art. 2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the Internsationsl Bureau include:

(1) Publishing of international spplications and the International
Gazetie;

(2) Transmitting copies of international applications to Designat-
ed Offices; )

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities pertinent to the proc-
essing of specific internationsl applications.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 205

Numbering of Claims upon Amendment
{a) Any claitn submitted after the filing dete of the international
application and which is not identical with the cluims previously
appearing in the international application shall, at the choice of the
spplicant, be submitted either:
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(i) as an amended claim, in which case, it shall bear the same
number as the previous claim it amends; that number shall be fol-
lowed by the word “(amended)” or its equivalent in the language
of the internstional application; or

(ii) &s & new claim, in which case it shall bear the next number
after the highest previously numbered claim; that number shall be
followed by the word “(new)” or its equivalent in the language
of the international application; where the consecutive order of
claims requires that & new claim be given a number lower than
the highest previously numbered claim, the claims following the
new claim shall be renumbered; any new number shall be fol-
lowed by the words “(Original claim No.)” or an equivalent of
these words in the language of the international application and
an indication of the original number of the renumbered claim.

(b) The deletion of any claim previously appearing in the interna-
tional application shall be made by indicating the number of the
previous claim followed by the word “(cancelled)” or its equivalent
in the language of the international application.

The applicant has one opportunity to amend the
claims only of the international application after issu-
ance of the Search Report. The amendments to the
claims must be filed directly with the International

Bureau, usually within 2 months of the date of mail- .

ing of the Search Report. If the amendments to the
claims are timely received by the International
Bureau, such amendments will be published as part of
the pamphlet directly following the claims as filed.
Article 19 offers applicants the opportunity to gener-
ally amend the claims before entering the designated
Offices. The national law of some designated Offices
grants provisional protection on the invention from
the date of publication of the claims, therefore, some
applicants take advantage of the opportunity under
Article 19 to “polish” the claims anticipating provi-
sional protection.

1875 International Bureau Procedures
PCT RULE 24
** Receipt of the Record Copy by the International Bureau

24.1 Recording of Date of Receipt of the Record Copy

The International Bureau shall, upon receipt of the record copy,
marsk on the request sheet the date of receipt and on all sheets of
the international zpplication the stamp of the International Bureau.

24.2 Notification of Receipt of the Record Copy

() Subject to the provisions of paragraph (b), the International
Bureau shail promptly notify the applicant, the receiving Office, the
International Searching Authority, and all designated Offices, of the
fact and the date of receipt of the record copy. The notification
shall identify the international applcation by its number, the interna-
tional filing date, the name of the applicant, and the name of the
receiving Office, and shall indicate the filing date of any earlier ap-
plication whose priority is claimed. The notification sent to the ap-
plicant shall also contain the list of the designated Offices which
have been notified under this paragraph, and shall, in respect of
each designated Office, indicate any applicable time limit under Ar-
ticle 22(3).

(b) If the record copy is received after the expiration of the time
limit fired in Rule 22.3, the International Bureau shall promptly
notify the applicant, the receiving Office, and the International
Searching Authority accordingly.

1877 International Publication
PCT ARTICLE 2]

International Publication

{1) The International Bureau shall publish international applica-
tions.

(2) (=) Subject to the exceptions provided for in subparagraph (b)
end in Article 64(3), the international publication of the internation-
al application shall be effected promptly after the expiration of 18
months from the priority dste of that application.

(b) The applicant may ask the Internationel Buresu to publish his
international application any time before the expiration of the time
limit referred to in subparagraph (a). The International Buresu shall
proceed accordingly, as provided in the Regulations.

(3) The international search report or the declaration referred to
in Article 17(2)(a) shall be published as prescribed in the Regula-
tions.

(4) The language and form of the international publication and
other details are governed by the Regulations.

(5) There shall be no international publication if the international
application is withdrawn or is considered withdrawn before the
technical preparations for publication have been completed.

(6) If the international application contains expressions or draw-
ings which, in the opinion of the Internationz] Bureau, are contrary
to morality or public order, or if, in its opinion, the international
application contains disparaging statements as defined in the Regu-
lations, it may omit such expressions, drawings, and statements,
from its publications, indicating the place and number of words or
drawings omitted, and furnishing, upon request, individual copies of
the passages omitted.

PCT ARTICLE 29

Effects of the International Publication

(1) As far as the protection of any rights of the applicant in a
designated State is concerned, the effects, in that State, of the inter-
national publication of an international application shall, subject to
the provisions of paragraphs (2) to (4), be the same as those which
the national law of the designated State provides for the compul-
sory national publication of unexamined ‘national applications as
such.

(2) If the language in which the international publication has
been effected is different from the language in which publications
under the national law are effected in the designated State, the said
national law may provide that the effects provided for in paragraph
(1) shall be applicable only from such time as:

(i) a transiation into the latter language has been published as
provided by the national law, or

(ii) a translation into the latter language has been made availa-
ble to the public, by laying open for public inspection as pro-
vided by the national law, or

(iii) a translation into the latter language has been transmitted
by the applicant to the actual or prospective unauthorized user of
the invention claimed in the international application, or

(iv) both the acts described in (i) and (iii), or both the acts de-
scribed in (ii) and (iii), have taken place.

(3) The national law of any designated State may provide that,
where the international publication has been effected, on the re-
quest of the applicant, before the expiration of 18- months from the
priority date, the effects provided for in paragraph (1) shsll be ap-
plicable only from the expiration of 18 months from the priority
date.

(4) The national law of any designated State may provide that
the effects provided for in paragraph (1) shall be applicable only
from the date on which a copy of the international application as
published under Article 21 has been received in the national Office
of or acting for such State. The said Office shall publish the date of
receipt in its gazette as soon as possible.

PCT RULE 48
48.1 Form
(a) The international application shzall be published in the form of
a pamphlet.

(b) The particulars regarding the form of the pamphlet and the
method of ‘reproduction shall be governed by the Administrative
Instructions.

48.2 Contents

(a) The pamphlet shall contain:’
(i) a standardized front page,
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(ii) the description,

(iii) the claims,

(iv) the drawings, if any,

(v) subject to paragraph (g), the international search report or
the declaration under Article 17(2)(a); the publication of the in-
ternational search report in the pamphiet shall, however, not be
required to to include the part of the international search report
which contsins only matter referred to in Rule 43 already ap-
pearing on the front page of the pamphlet.

(vi) eny statement filed under Article 19(1), unless the Interna-
tional Bureau finds that the statement does not comply with the
provisions of Rule 46.4.

(b) Subject to paragraph (c), the front page shalt include:

(i) data taken from the request sheet and such other data as are
prescribed by the Administrative Instructions,

(ii) a figure or figures where the international application con-
tains drawings,

(iii) the abstract; if the abstract is both in English and in an-
other language, the English text shali appear first.

(c) Where a declaration under Article 17(2)Xa) has issued, the
front page shall conspicuously refer to that fact and need include
neither a drawing nor an abstract.

(d) The figure or figures referred to in paragraph (b)(ii) shall be

‘

selected as provided in Rule 8.2. Reproduction of such figure or’

figures on the front page may be in a reduced form.

(e) If there is not enough room on the front page for the totality
of the abstract referred to in paragraph (b)iii), the said abstract
shall appear on the back of the front page. The same shall apply to
the translation of the abstract when such translation is required to
be published under Rule 48.3(c).

(f) If the claims have been amended under Article 19, the publi-
cation shall contain either the full text of the claims both as filed
and as amended or the full text of the claims as filed and specify
the amendments. Any statement referred to in Article 19(1) shall be
included as well, unless the International Bureau finds that the
statement does not comply with the provisions of Rule 46.4. The
date of receipt of the amended claims by the International Bureau
shall be indicated.

(g) If, at the time when publication is due, the international
search report is not yet available (for example, because of publica-
tion on the request of the applicant as provided in Articles 21(2)(b)
and 64(3Xc)Xi)), the pamphlet shall contain, in place of the interna-
tional search report, an indication to the effect that the report was
not available and that either the pamphlet (then also including the
international search report) will be republished or the international
search report (when it becomes available) will be separately pub-
lished.

(h) If, at the time when publication is due, the time limit for
amending the claims under Article 19 has not expired, the pamphlet
shall refer to that fact and indicate that, should the claims be
amended under Article 19, then, promptly after such amendments,
either the pamphlet (containing the claims as amended) will be re-
published or a statement reflecting all the amendments will be pub-
lished. In the latter case, at least the front page and the claims shall
be republished and, if a statement under Article 19(1) has been
filed, that statement shall be published as well, unless the Interna-
tional Bureau finds that the statement does not comply with the
provisions of Rule 46.4.

(i) The Administrative Instructions shall determine the cases in
which the various alternative referred to in paragraphs (g) and (h)
shall apply. Such determination shall depend on the volume and
complexity of the amendments and/or the volume of the interna-
tional applications and the cost factors.

48.3 Language

(a) If the international application is filed in English, French,
German, Japanese, or Russian, that application shall be published in
the language in which it was filed.

(b) If the international application is filed in a language other
than English, French, German, Japanese, or Russian, that applica-
tion shall be published in English translation. The translation shall
be prepared under the responsibility of the International Sezrching
Authority, which shall be obliged to have it ready in time to permit

the communicstion under Article 20 by the prescribed date, or, if

MANUAL OF PATENT EXAMINING PROCEDURE

the international publication is due at an earlier date than the said
communication, to permit international publication by the pre-
scribed date. Notwithstanding Rule 16.1(z), the Internstional
Searching Authority may charge a fee for the translation to the ap-
plicant. The International Searching Authority shall give the appli-
cant an opportunity to comment on the draft translation. The Inter-
national Searching Authority shall fix a time limit ressonable under
the circumstances of the case for such comments, If there is no time
to take the comments of the spplicant into account before the trans-
lation is communicated or if there is a difference of opinion be-
tween the applicant and the said Authority as to the correct transla-
tion, the applicant may send a copy of his comments, or what re-
mains of them, to the International Bureau and esch designated
Office to which the translation was communicated. The Interna-
tional Bureau shall publish the essence of the comments together
with the translation of the International Searching Authority or
subsequently to the publication of such translation. .

(c) If the international application is published in a language
other than English, the international search report to the extent that
it is published under Rule 48.2(aXv), or the declaration referred to
in Article 17(2)(2), and the abstract shall be published both in that
language and in English. The translations shall be prepared under
the responsibility of the International Bureau.

48.4  Earlier Publication on the Applicant's Request

(a) Where the applicant asks for publication under Articles
21(2)(b) and 64(3)cXi) and the international search report, or the
declaration referred to in Article 17(2)a), is not yet available for
publication together with the international application, the Interna-
tional Bureau shall collect a special publication fee whose amount
shall be fixed in the Administrative Instructions.

(b) Publication under Articles 21(2)(b) and 64(3)Xc)(i) shall be ef-
fected by the International Bureau promptly after the applicant has
asked for it and, where a special fee is due under paragraph (z),
after receipt of such fee.

48.5  Notification of National Publication

Where the publication of the international application by the In-
ternational Bureau is governed by Article 64(3)(c)(ii), the national
Office concerned shall, promptly after effecting the national publi-
cation referred to in the said provision, notify the International
Bureau of the fact of such national publication.

48.6 Announcing of Certain Facts

(a) If any notification under Rule 29.1(a)ii) reaches the Interna-
tional Bureau at a time later than that at which it was able to pre-
vent the international publication of the international application,
the International Bureau shall promptly publish s notice in the Ga-
zette reproducing the essence of such notification.

(b) The essence of any notification under Rules 29.2 or 51.4 shall
be published in the Gazette and, if the notification reaches the In-
ternational Bureau before preparations for the publication of the
pamphlet have been completed, also in the pamphlet.

(c) If the international application is withdrawn after its interna-
tional publication, this fact shall be published in the Gazette.

PCT RULE 86
The Gazette

86.1 Contenis
The Gazette referred to in Article 55(4) shall contain:

(i) for each published international application, data specified
by the Administrative Instructions taken from the front pege of
the pamphlet published under Rule 48, the drawing (if any) ap-
pearing on the said front page, and the abstract,

(i) the schedule of all fees paysble to the receiving Offices, the
International Buregu, and the International Searching and Pre-
liminary Examining Authorities,

(iii) notices the publication of which is required under the
Treaty or these Regulations,

(iv) information, if and to the extent furnished to the Interna-
tional Bureau by the designated or elected Offices, on the ques-
tion whether the requirements provided for in Articles 22 or 39
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have been complied with in respect of the international applica-
tions designating or electing the Office concerned,

(v) any other useful information prescribed by the Administra-
tive Instructions, provided access to such information is not pro-
hibited under the Treaty or these Regulstions.

86.2 Languages

(a) The Gazette shall be published in an English-language edition
end & French-language edition. It shall also be published in editions
in any other langusge, provided the cost of publication is assured
through sales or subventions.

(b) The Assembly may order the publication of the Gazette in
languages other than those referred to in paragraph (a).

86.3 Frequency

(2) Subject to paragraph (b), the Gazette shell be published once
a week.

(b) For a transitional period after the entry into force of the
Treaty terminating upon a date fixed by the Assembly, the Gazette
may be published at such times as the Director General considers
appropriate having regard to the number of international applica-
tions and the amount of other material required to be published.

86.4 Sale .

(s) Subject to paragraph (b), the subscription and other sale
prices of the Gazette shall be fixed in the Administrative Instruc-
tions.

(b) For a transitional period after the entry into force of the
Treaty terminating upon a date fixed by the Assembly, the Gazette
mey be distributed on such terms as the Director General considers
appropriate having regard to the number of international applica-
tions and the amount of other material published therein.

86.5 Title

The title of the Gazette shall be “Gazette of International Patent
Applications,” and “Gazette des Demandes internationales de bre-
vets,” respectively.

86,6 Further Details

Further details concerning the Gazette may be provided for in
the Administrative Instructions.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 404

International Publication Number

The International Bureau shall assign to each published interna-
tional application an international publication number which shall
be different from the international application number. The interna-
tional publication number shall be used on the pamphlet and in the
Gazette entry. It shall consist of the two-letter code “WO” fol-
lowed by a two-digit designation of the last two numbers of the
year of publication, a slant, and a serial number consisting of five
digits (e.g., “WO78/12345").

35 US.C. 374 Publication of international application: Effect. The
publication under the treaty of an internationel application shall
confer no rights and shall have no effect under this title other than
that of a printed publication.

37 CFR 1.318 Notification of national publication of a patent based
on an international application. The Office will notify the Interna-
tional Bureau when a patent is issued on an application filed under
35 U.S.C. 371, and there has been no previous international publica-
tion.

The publication of international applications cur-
rently occurs every other Thursday. Under Article 20
the International Bureau sends copies of published ap-
plications to each of the designated Offices on the day
of publication. As a2 PCT member country, the U.S.
Patent and Trademark office also receives copies of
all published International applications for inclusion in
the examiner search files. Also a complete set of pub-
lished International applications in numeric order by

. publication number is available on microfilm in the

Scientific Library.

1885 Receipt of the International Application by
the Designated Offices

PCT ARTICLE 20

Communication to Designated Offices

(1Xa) The international application, together with the internation-
al search report (including any indication referred to in Article
17(2)(b)) or the declaration referred to in Article 17(2)(a), shall be
communicated to each designated Office, as provided in the Regu-
lations, unless the designated Office waives.such requirement in its
entirety or in part.

(b) The communication shall include the translation (as pre-
scribed) of the said report or declaration.

(2) If the claims have been amended by virtue of Article 19(1),
the communication shall either contain the full text of the claims
both as filed and as amended or shall contain the full text of the
claims as filed and specify the amendments, and shall include the
statement, if any, referred to in Article 19(1).

(3) At the request of the designated Office or the applicant, the
International Searching Authority shall send to the said Office or
the applicant, respectively, copies of the documents cited in the in-
ternational search report, as provided in the Regulations.

PCT RULE 47
Communication to Designated Offices

47.1 Medure

(a) The communication provided for in Article 20 shall be effect-
ed by the International Bureau. :

(b) Such communication shall be effected promptly after the in-
ternational publication of the international application and, in any
event, by the end of the 19th month after the priority date. Where
the time limit under Rule 46.1 has not expired when the communi-
cation is effected and the International Buresu has neither received
amendments from the applicant nor & declaration that the applicant
does not wish to make smendments before the International
Bureau, the Internationsl Burean shall, at the time of the communi-
cation, notify the applicant and the designated Offices accordingly;
it shall, immediately after receipt, communicate any amendment re-
ceived subsequently to the designated Offices and notify the appli-
cant accordingly. Where, under Article 17(2)(a), the Internationsl
Searching Authority has made a declaration that no international
search report will be estsblished, the communication shalil be effect-
ed, unless the international application is withdrawn, within 1
month from the date on which the Internationsl Bureau has been
notified of the said declaration by the International Searching Au-
thority; such communication shall be sccompanied by an indication
of the date of the notification sent to the applicant under Article
17(2Xa).

(c) The International Bureau shall send a notice to the applicant
indicating the designated Offices to which the communication has
been effected and the date of such communication. Such notice
shall be sent on the same day as the communication. Each designat-
ed Office shall be informed, separately from the communication,
about the sending and the date of mailing of the notice. The notice
shall be accepted by all designsted Offices as conclusive evidence
that the communication has duly taken place on the date specified
in the notice.

(d) Bach designated Office shall, when it 50 requires, receive the
international search reports and the declarations referred to in Arti-
cle 17(2)(e) also in the translation referred to in Rule 45.1.

(e) Where any designated Office has waived the requirement pro-
vided under Article 20, the copies of the documenis which other-
wise would have been sent to that Office shsll, at the reguest of
that Office or the applicant, be sent to the applicant at the time of
the notice referred to in paragraph (c).
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47.2 Copies

(a) The copies required for communication shall be prepared by
the International Bureau.

(b) They shall be in sheets of A4 size.

(c) Except to the extent that any designated Office notifies the
International Bureau otherwise, copies of the pamphlet under Rule
* 48 may be used for the purposes of the communication of the inter-
netional application under Article 20.

47.3 Languages

The international application communicated under Article 20
shall be in the language in which it is published provided that if
that language is different from the language in which it was filed it
shall, on the request of the designated Office, be communicated in
either or both of these languages.

37 CFR 1.414 The United States Designated Office. (a) The United
States Patent and Trademark Office will act as a Designated Office
for international applications in which the United States of America
has been designated as a State in which patent protection is desired.

(b) The Patent and Trademark Office, when acting as a Designat-
ed Office during international processing will be identified by the
full title “United States Designated Office” or by the abbreviation
“DO/US.”

(c) The major functions of the United States Designated Office in
respect to international applications in which the United States of
America has been designated, include:

(1) Receiving various notifications throughout the international
stage;

(2) Accepting for regular national patentability examination inter-
national applications which satisfy the requirements of 35 U.S.C.
371; and

(3) Conducting reviews under PCT Article 25 for those interna-
tiona! applications declared withdrawn.

The International Bureau communicates a copy of
the international application to each designated
Office, except the United States Patent and Trade-
mark Office where that Office is not only a designat-
ed Office but was also the Receiving Office (35
U.S.C. 371(a)). The copy is prepared by the Interna-
tional Bureau and it is accompanied by a copy of any
amendments to the claims, and a copy of the interna-
tional search report or the declaration by the Interna-
tional Searching Authority to the effect that no inter-
national search report will be established (PCT Arti-
cle 20(1)a) and (2) and PCT Rules 47.1(a) and 47.2).
The International Bureau also sends a notice to the
applicant (form PCT/1B/308) informing him or her of
those Offices to which it has sent the copies and the
date on which they were sent (PCT Rule 47.1(c)).

The International Bureau effects the said communi-
cation of the international application to the designat-
ed Offices promptly after publication.

The applicant may, if he or she so desires, transmit,
or ask the International Bureau to transmit, at any
time, a copy of the international application to any
designated Office. Further details may be found in
PCT Article 13 and PCT Rule 31. It is to be noted
that any transmittal of this kind does not in the ab-
sence of an express request from the applicant, entitle
the designated Office to start processing the interna-
tional application in that Office. At the express re-
quest of the applicant, however, any designated Office
may start processing or examining the international
application earlier (PCT Article 23(2)).

1887 Entry into the National (or Regional)
Phase Before the Designated Offices

PCT ARTICLE 22

Copy, Ti m:ylation. and Fee, to Designated Offices

(1) The applicant shall furnish a copy of the international applica-
tion (unless the communication provided for in Article 20 has al-
ready taken place) and a trenslation thereof (as prescribed), and pay
the national fee (if any), to each designated Office not later than at
the expiration of 20 months from the priority date. Where the na-
tional law of the designated State requires the indication of the
name of and other prescribed data concerning the inventor but
allows that these indications be furnished at a time later than that of
the filing of a national application, the applicant shall, unless they
were contained in the request, furnish the said indications to the na-
tional Office of or acting for that State not later than at the expira-
tion of 20 months from the priority date.

(2) Notwithstanding the provisions of paragraph (1), where the
International Searching Authority makes a declaration, under Arti-
cle 17(2)(a), that no international search report will be established,
the time limit for performing the acts referred to in paragraph (1)
of this Article shall be two months from the date of the notification
sent to the applicant of the said declaration.

(3) Any national law may, for performing the acts referred to in
paragraphs (1) or (2), fix time limits which expire later than the
time limit provided for in those paragraphs.

PCT ARTICLE 23

Delaying cf National Procedure

(1) No designated Office shall process or examine the internation-
al application prior to the expiration of the applicable time limit
under Article 22.

(2) Notwithstanding the provisions of paragraph (1), any desig-
nated Office may, on the express request of the applicant, process
or examine the international application at any time.

PCT ARTICLE 24

Possible Loss of Effect in Designated States

(1) Subject, in case (ii) below, to the provisions of Article 25, the
effect of the international application provided for in Article 11(3)
shall cease in any designated State with the same consequences as
the withdrawal of any national application in that State:

(i) if the applicant withdraws his international application or
the designation of that State;

(ii) if the international application is considered withdrawn by
virtue of Articles 12(3), 14(1)}b), 14{3)(a), or 14(4), or if the des-
ignation of that State is considered withdrawn by virtue of Arti-
cle 14(3)(b);

(iii) if the applicant fails to perform the acts referred to in Arti-
cle 22 within the applicable time limit.

(2) Notwithstanding the provisions of paragraph (1), any desig-
nated Office may maintain the effect provided for in Article 11(3)
even where such effect is not required to be maintsined by viurtue
of Article 25(2).

PCT ARTICLE 26

Opportunity to Correct Before Designated Offices

No designated Office shall reject an international spplication on
the grounds of non-compliance with the requirements of this Treaty
and the Regulations without first giving the applicant the opportu-
nity to correct the said application to the extent and according to
the procedure provided by the national law for the same or compa-
rable situstions in respect of national applications.

PCT ARTICLE 27

National Requirements
(1) No nationa} law shall require compliance with requirements
relating to the form or contents of the international application dif-
ferent from or additional to those which are provided for in this
Tresaty and the Regulations. :
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(2) The provmons of paragraph (1) neither affect the application
of the provisions of Article 7(2) nor preclude any nationa! law from
requiring, once the processing of the international spplication has
started in the designated Office, the furnishing:

(i) when the applicant is a legal entity, of the name of an officer
entitled to represent such legal entity.

(ii) of documents not part of the internationsl application but
which constitute proof of allegations or statements made in that ap-
plication, including the confirmation of the international application
by the signature of the applicant when that application, as filed,
was signed by his representstive or agent.

(3) Where the applicant, for the purposes of any designated State,
is not qualified according to the national law of that State to file a
national application because he is not the inventor, the international
application may be rejected by the designated Office.

(4) Where the nstional law provides, in respect of the form or
contents of nationsl applications, for requirements which, from the
viewpoint of applicents, are more favorable then the requirements
provided for by this Treaty and the Kegulations in respect of inter-
_ national applications, the national Office, the courts and any other
competent organs of or acting for the designated State may apply
the former requirements, instead of the latter requirements, to inter-
national applications, except where the applicant insists that the re-
quiremenis provided for by this Treaty and the Regulations be ap-
plied to his international epplication.

(5) Nothing in this Treaty and the Regulations is intended to be
construed as prescribing anything that would limit the freedom of
each Contracting State to prescribe such substantive conditions of
patentability as it desires. In particular, any provision in this Treaty
and the Regulations concerning the definition of prior art is exclu-
sively for the purposes of the international procedure and, conse-
quently, any Contracting State is free to apply, when determining
the patentability of an invention claimed in an international applice-
tion, the criteria of its national law in respect of prior art and other

conditions of patentability not constituting requirements as to the.

form and contents of applications.

(6) The national law may require that the applicant furnish evi-
dence in respect of any substantive condition of patentability pre-
scribed by such law.

(7) Any receiving Office or, once the processing of the interna-
tional application has staried in the designated Office, that Office
may apply the national law as far as it relates to any reguirement
that the applicant be represented by an agent having the right to
represent applicants before the said Office and/or that the applicant
have an address in the designated State for the purpose of receiving
notifications.

(8) Nothing in this Treaty and the chulatlons is intended to be
construed s limiting the freedom of any Contracting Siate to apply
measures deemed necessary for the preservation of its natural secu-
rity or to limit, for the protection of the general economic interests
of that State, the right of its own residents or nationals to file inter-
national applications.

PCT ARTICLE 28

Amendment of the Claims, the Description, and the Drawings, Before
Designated Offices

(1) The applicant shall be given the opportunity to amend the
claims, the description, and the drawings, before each designated
Office within the prescribed time limit. No designated Office shall
grant a patent, or refuse the grant of a patent, before such time
limit has expired except with the express consent of the applicant.

(2) The amendments shall not go beyond the disclosure in the in-
ternational application as filed unless the national law of the desig-
nated State permits them to go beyond the said disclosure.

(3) The amendments shall be in accordance with the national law
of the designated State in all respects not provided for in this
Treaty and the Regulations.

(4) Where the designated Office requires a translation of the in-
ternational application, the smendments shall be in the language of
the translation.

PCT RuULE 49

Languages of Translations end Amounis of Fees Under Article 22(1)

and (2)
49.1 Notification

(2) Any Contracting State requiring the furnishing of a transla-
tion or the payment of & national fee, or both, under Article 22,
shzil notify the International Buresu of:

(i) the langueges from which and the langusge into which it
requires trenslation,
(ii) the amount of the nationsl fee.

(b) Any notification received by the Internationzl Bureau under
paragraph (a) shall be promptly published by the International
Burezu in the Gazette.

(c) If the requirements under paragraph (a) change later, such
changes shall be notified by the Contracting State to the Intermna-
tiona! Bureau and that Buresu shall promptly publish the notifica-
tion in the Gazette. If the change means that translstion is required
into a language which, before the change, was not required, such
change shall be effective only with respect to interneationsl applice-
tions filed later than 2 months after the publication of the notifica-
tion in the Gazette. Otherwise, the effective date of any change
shall be determined by the Contracting State.

49.2 Languages

The language into which translation may be required must be an
official language of the designated Office. If there are several of
such languages, no translation may be required if the international
application is in one of them. If there are several official languages
and a translation must be furnished, the applicant may choose any
of those langusges. Notwithstanding the foregoing provisions of
this paragraph, if there are several official languages but the nation-
al law prescribes the use of one such language for foreigners, a
translation into that language may be required.

49.3  Statemnents Under Article 19 Indications Under Rule 13bis.4

For the purposes of Article 22 and the present Rule, any state-
ment made under Article 19(1) and any indication furnished under
Rule 13bis.4 shall be considered part of the internationzl applica-
tion.

PCT RuLE 50
Faculty Under Article 22(3)
50.1 Exercise of Faculty

(a) Any Contracting State allowing a time limit expiring lIster
than the time limits provided for in Article 22(1) or (2) shall notify
the International Bureau of the time limits so fixed. )

(b) Any notification received by the International Bureau under
paragraph (a) shall be promptly published by the Internationsl
Bureau in the Gazette.

(c) Notifications concerning the shortening of the previcusly
fixed time limit shall be effective in relation to international applica-
tions filed after the expiration of 3 months compuied from the date
on which the notiﬁcation was published by the Internationel
Buresu.

(d) Notifications conceming the lengthening of the previously
fixed time limit shall become effective upon publication by the In-
ternational Bureau in the Gazette in respect of international applica-
tions pending at the time or filed after the date of such publication,
or, if the Contracting State effecting the notification fixes some
later date, as from the latter date.

PCT RuULE 52

Amendment of the Claims, the Description, and the Drawings, Before
Designated Offices

52.1 Time Limit

(e) In any designated State in which processing or exsminstion
starts without special request, the applicant shall if he so wishes, ex-
ercise the right under Article 28 within one month from the fulfill-
ment of the requirements under Article 22, provided that, if the
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communication under Rule 47.1 has not been effected by the expi-
ration of the time limit applicable under Article 22, he shall exer-
cise the szid right not later than 4 months afier such expiration
date. In either case, the applicant may exercise the said right at any
other time if so permitted by the national law of the said State.

(b) In any designated State in which the national law provides
that examination starts only on special request, the time limit within
or the time at which the applicant may exercise the right under Ar-
ticle 28 shall be the same as that provided by the national law for
the filing of amendments in the case of the examination, on special
request, of national applications, provided that such time limit shall
not expire prior to, or such time shall not come before, the expira-
tion of the time limit applicable under paragraph (a).

In order that his application may be processed by
the Office (nationa! or regional) which grants (or re-
fuses the grant of) a national (or regional) patent, the
applicant must, subject to the exceptions stated in this
paragraph, do the following things:

(i) The applicant must pay the national fee to each
designated Office not later than at the expiration of 20
months from the priority date (PCT) Article 22(1)),
unless more time is allowed by the designated Office.

(ii) Depending on the language of the international
application, the applicant may have to furnish a trans-
lation of the international application to the designat-
ed Office. The preparation of the translation is the ap-
plicant’s responsibility. The translation must reach the
designated Office not later than at the expiration of 20
months from the priority date (PCT Article 22(1) and
35 U.S.C. 371(c)2)). Where the applicant has amend-
ed the claims by filing amendments with the Interna-
tional Bureau, he will have to furnish the translation
also of the original claims, and if he has filed a state-
ment explaining the amendments, a translation of that
statement into the same language as that into which
the international application is translated must be at-
tached to the translation of the international applica-
tion (PCT Article 28(4) and PCT Rules 49.1(a)(i) and
49.2). :

(iii) Where the International Bureau has not yet
communicated a copy of the international application
to the designated Office, the applicant must furnish a
copy of the international application (that is, a copy
in its original language) to the designated Office not
later than at the expiration of 20 months from the pri-
ority date. The applicant will receive form PCT/IB/
308 from the International Bureau indicating the date
of mailing of the communications as well as the desig-
nated Offices to which the communication of copies
was effected (PCT Rule 47.1 (c)).

(iv) In respect of certain designated Offices, the ap-
plicant must furnish, if it is not already contained in
the “Request” part of the international application,
the name and certain other data concerning the inven-
tor (PCT Articles 4 (1)(v) and 4(4)).

A summary of requirements for each of the desig-
nated Offices is contained in Vol. II of the PCT Ap-
plicant’s Guide, published by the International Bureau
and available to U.S. applicants from Pergamon Inter-
national Information Corporation, 1340 Old Chain
Bridge Road, McLean, Virginia 22101.

AMENDMENT OF THE INTERNATIONAL APPLICATION
IN THE “NATIONAL PHASE"

The applicant is permitted to amend the claims, the
description and the drawings before the designated
Offices. Any such amendments must be submitted
within the given time limit, generally within one
month of the payment of the national fees and the fur-
nishing of a translation, if necessary (PCT Article 28
and PCT Rule 52). The amendments must not go
beyond the disclosure in the international application
as filed except where the law of the designated State
permits them to go beyond the said disclosure. The
amendments must be in accordance with the law of
the designated State in all respects not provided for in
the PCT. The amendments must be presented in the
language of the translation of the international appli-
cation, if a translation was required.

1889 Representation Before the
Office

Any designated Office may, once the processing of
the international application has started in that Office,
apply the national (regional) law as far as it relates to
any requirement that the applicant be represented by
an agent having the right to represent applicants
before the said Office and/or that the applicant have
an address in the designated State for the purpose of
receiving notifications (PCT Article 27(7)).

1890 Requirements To Enter National Stage in
United States of America

35 US.C. 371 National stage: Commencement (a) Receipt from
the International Bureau of copies of international applications with
amendments to the claims, if any, and international search reports is
required in the case of all international applications designating the
United States, except those filed in the Patent Office.

(b) Subject to subsection (f) of this section, the national stage
shall commence with the expiration of the spplicable time limit
under article 22 (1) or (2) of the treaty, at which time the applicant
shall have complied with the applicable requirements specified in
subsection (c) of this section. P

(c) The applicant shall file in the Patent Offtce—

(1) the national fee prescribed unﬁ section 376{a){(4) of this
part;

(2) a copy of the international application, unless not required
under subsection (2) of this section or already received from the
International Bureau, and a verified translation into the English
language of the international application, if it was filed in another
language;

(3) amendments, if any, to the claims in the international appli-
cation, made under article 19 of the treaty, unless such amend-
ments have been communicated to the Patent Office by the Inter-
national Bureau, and a translation into the English language if
such amendments were made in another lzngusge;

(4) 2n ozth or declaration of the inventor (or other person au-
thorized under chapter 11 of this title) complying with the re-
quirements of section 115 of this title and with regulations pre-
scribed for oaths or declarations of applicants,

(d) Failure to comply with any of the requirements of subsaction
(c) of this section, within the time limit provided by article 22 (1)
or (2) of the treaty shall result in abandonment of the international
application.

(e) After an international application has entered the nationrsl
stage, no patent may be granted or refused thereon before the expi-
ration of the applicable time limit under article 28 of the {reaty,
except with the express consent of the applicant. The applicant may

Degignated
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present amendments to the specification, clsims, and drawings of
the application after the national stage has commenced.

(f) At the express request of the applicant, the nationa! stage of
processing may be commenced at any time at which the application
is in order for such purpose and the applicable requirements of sub-
section () of this section have been complied with.

35 US8.C. 372 National stage: Requirements and procedure. (2) All
questions of substance and, within the scope of the requirements of
the treaty and Regulations, procedure in an international! applice-
tion designating the United States shall be determined as in the case
of national applications regularly filed in the Patent Office.

(b) In case of internationsal applications designating but not origi-
nating in, the United States—

(1) the Commissioner may cause to be reexamined questions re-
lating to form and contents of the application in accordance with
the requirements of the treaty and the Regulations;

(2) the Commissioner may cause the question of unity of inven-
tion to be reexamined under section 121 of this title, within the
scope of the requirements of the treaty and the Regulations.

(c) Any claim not searched in the international stage in view of a
hoiding, found to be justified by the Commissioner upon review,
that the international application did not comply with the require-
ment for unity of invention under the treaty and the Regulations,
shall be considered canceled, unless payment of a special fee is
made by the applicant. Such special fee shall be paid with respect
to esch claim not searched in the internationsal stage and shall be
submitted not later than one month after a notice was sent to the
applicant informing him that the said holding was deemed to be
justified. The payment of the special fee shall not prevent the Com-
missioner from requiring that the international application be re-
stricted to one of the inventions claimed therein under section 121
of this title, and within the scope of the requirements of the treaty
and the Regulations.

37 CFR 1.61 Filing of applications in the United States of America
as a Designated Office. (8) To maintain the benefit of the interna-
tional filing date and obtain an examination as to the patentability
of the invention in the United States, the applicant shall furnish to
the U.S. Patent and Trademark Office not later than the expiration
of 20 months from the priority date: (1) A copy of the international
application with any amendments, unless it has been previously fur-
nished by the International Buresu or unless it was originally filed
in the U.S. Patent and Trademeark Office; (2) a verified translation
of the international application and a translation of any amendments
into the English language, if originally filed elsewhere in another
language; (3) the national fee (see § 1.445(a)(4)); and (4) an oath or
declaration of the inventor (see § 1.70).

(b) Where an International Searching Authority has made a dec-
laration that no international search report will be established be-
cauge the international application relates to subject matter which it
is not required to search, or because the application fails to comply
with the prescribed requirements to such an extent that 2 meaning-
ful search could not be carried out, the time for performing the acts
referred to in paragraph (a) of this section is 2 months from the
mailing date of the declaration to the applicant.

37 CER 1.70 Oath or declaration under 35 U.S.C. 371(c)(4). (a)
When an applicant of an internstional application, if the inventor,
desires to enter the national stage under 35 U.S.C. 371, he or she
must file an oath or declaration in accordance with § 1.63.

() K the internstional appiication was made as provided in
§§ 1.422, 1.423 or 1.425, the applicant ghall state his or her relation-
ship to the inventor and, upon information and belief, the facts
which the inventor is required by this section to state.

The United States national stage commencement re-
quirements are set forth in 35 U.S.C. 371 and 372. In
order to retain the international filing date and enter
the national stage in the United States, and unless the
international application was filed in the United States
Receiving Office or was already received from the In-
ternational Bureau, the applicant, who must be the in-
ventor for the United States (35 U.S.C. 373), must
timely file in the Patent and Trademark Office (37
CFR 1.61) the following items:

(i) a copy of the internstional application and a
verified English translation thereof, if necessary,

(i) Amendments to the claims which were made
before the International Bureau, if any, and an Eng—
lish translation thereof, if necessary,

(iii) an oath or declaration of the inventor (37
CFR 1.70), and

(iv) the national filing fee (35 U.S.C. 376(4) and
37 CFR 1.455(a)}{4)).

The applicant must submit these items not later
than the expiration of 20 months from the priority
date to avoid abandonment of the application (35
U.S.C. 371(d) and PCT Article 22). At 20 months the
applicant may also file copies of the prior art cited in
the Search Report.

After filing, the applicant has the right to amend
the application before the designated Office within
one month after entry into the national stage. The
amendment may affect the description, claims and
drawings, but may not add new matter. It should be
noted that the time limit of 20 months from the prior-
ity date applies irrespective of whether the interna-
tional search report is available.

It should be noted that the 20 months indicated in
items (i), (ii) and (iv) above, expires earlier where the
International Searching Authority makes a declaration
to the effect that no international search report will
be established (PCT Article 17(2)}a)); such a declara-
tion is notified to the application by the International
Searching Authority; the time limit is then two
months from the date of the notification of the said
declaration sent to the applicant (PCT Article 22(2), .
PCT Rule 44.1 and 37 CFR 1.61).

Entry into the national stage may also occur earlier
at the express request of the applicant under the pro-
visions of 35 U.S.C. 371(f). In order that earlier entry
into the national stage may take place, the applicable
requirements of 35 U.S.C. 371(c) must be received by
the United States Patent and Trademark Office. Re-
quirements such as the Search Report and any amend-
ments to the claims must be submitted promptly after
they are made available, if not submitted with the
other requirements of 35 U.S.C. 371(c)."

EARLY PROCESSING OF APPLICATION AT THE U.s.
NATIONAL STAGE

National stage processing in the United States
Patent and Trademark Office will normally not begin
until after the expiration of the applicable time limit
under PCT Article 22 (35 U.S.C. 371(b)).

This is true even if the applicant fulfills the require-
ments of 35 U.S.C. 371(c), paragraphs (1), (2), and (4)
to obtain an early prior art date under 35 U.S.C.
102(e) well before the expiration of the above men-
tioned time limit.

Applicants may, however, expressly request early
processing at any time after the applicable reguire-
ments of 35 U.S.C. 371(c) have been complied with.
If a proper express request for early processing is re-
ceived, the international application will promptly be
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assigned a national serial number and be forwarded
for examination.

PRIOR ART STATEMENT REQUIREMENT FOR UNITED
STATES

If the United States of America is designated, an in-
formation disclosure statement under 37 CFR 1.97
and 1.98 should be filed at the time of entering the na-
tional stage (35 U.S.C. 371 (b) or () or within three
months thereafter. For purposes of 37 CFR 1.97(a)
the date of entry into the national stage is considered
to be “the time of filing the application”.

UNITED STATES DRAWING REQUIREMENTS

When the nature of the subject matter of the inven-
tion admits of illustration by the drawing and the ap-
plicant has not furnished such a drawing, the Com-
missioner of Patents and Trademarks may require the
submission of such a drawing within a time period of
not less than two months from the sending of a notice
to the applicant (35 U.S.C. 113 and 37 CFR 1.81 and
1.83). Accordingly, whenever filing international ap-
plications which designate the United States, appli-
cants may wish to routinely furnish a drawing with
each application in which the subject matter “admits
of illustration by a drawing” even though the drawing
is not deemed necessary for the understanding of the
invention.

1895 Review Under PCT Article 25
PCT ArticLE 25

Review by Designated Offices

(1X8) Where the receiving Office has refused to accord an inter-
national filing date or has declared that the international application
is considered withdrawn, or where the International Bureau has
made & finding under Article 12(3), the International Bureau shall
promptly send, at the request of the applicant, copies of any docu-
ment in the file to any of the designated Offices named by the ap-
plicant.

(b) Where the receiving Office has declared that the designation
of any given State is considered withdrawn, the International
Bureau shafl promptly send, at the request of the applicant, copies
of eny document in the file to the national Office of such State.

(c) The request under subparagraphs () or (b) shall be presented
within the prescribed time limit. )

(2){2) Subject to the provisions of subparagraph (b), each desig-
nated Office shall, provided that the nationsl fee (if any) has been
paid and the appropriate translation (as prescribed) has been fur-
nished within the prescribed time limit; decide whether the refusal,
declaration, or finding, referred to in paragraph (1) was justified
under the provisions of this Treaty and the Regulations, and, if it
finds that the refusal or declaration was the resuit of an error or
omission on the part of the receiving Office or that the finding was
the result of an error or omission on the part of the International
Bureau, it shall, as far ss effects in the Stste of the designated
Office are concerned, treat the international epplication as if such
error or omission had not occurred.

(b) Where the record copy has reached the Internationel Bureau
sfier the expiration of the time limit prescribed under Article 12(3)
on sccount of any error or omission on the part of the applicent,
the provisions of subparagraph (e) shall spply only under the cir-
cumstances referred to in Article 48(2).

PCT Rups 81 .
Review by Designated Qffices
311 Time Limit for Presenting the Request to Send Copies

The time limit referred to in Article 25(1)c) shell be 2 months
computed from the date of the notification sent to the spplicant
under Rules 20.7(i), 24.2(b), 29.1(sXjii), or 29.1(b).

51.2  Copy of the Notice

Where the applicant, after having received a negative determins-
tion under Article 11 (1), requests the Internationel Buresu, under
Article 25 (1), to send copies of the file of the purported interns-
tional application to any of the named Offices he has attempted to
designate, he shall attach to his request 2 copy of the notice re-
ferred to in Rule 20.7(1).

51.3 Time Limit for Paying National Fee and Furnishing Transla-
tion
The time limit referred to in Article 25(2Xa) shall expire at the
same time &s the time limit prescribed in Rule §1.1.

51.4 Notification to the International Bureau

Where, under Article 25(2), the competent designsted Office de-
cides that the refusai, decleration or finding referred to in Article
25(1) was not justified, it shall promptly notify the Internstional
Bureau that it will trest the international applicetion &s if the erzor
or omission referred to in Article 25(2) had not occurred.

35 U.S.C. 366 Withdrawn international application Subject to sec-
tion 367 of this part, if an international application designeting the
United States is withdrawn or considered withdrawn, either gener-
ally or as to the United States, under the conditions of the treaty
and the Regulations, before the applicant has complied with the ap-
plicable requirements prescribed by section 371 (c) of this past, the
designation of the United States shail have no effect and shall be
considered as not having been made. However, such international
application may serve as the basis for a claim of priority under sec-
tion 365 (a) and (b) of this part, if it designated & country other
than the United States.

35 U.S.C. 367 Actions of other authorities: Review (a) Where & Re-
ceiving Office other than the Patent Office has refused to sccord an
international filing date to an international application designating
the United States or where it has held such application to be with-
drawn either generally or as to the United States, the applicant may
request review of the matter by the Commissioner, on compliance
with the requirements of and within the time limits specified by the
treaty and the Regulations. Such review may result in a determina-
tion that such application be considered as pending in the national
stage.

(b) The review under subsection (a) of this section, subject to the
same requirements and conditions, may also be requested in those
instances where an international application designating the United
States is considered withdrawn due to & finding by the Internstion-
gl Buresu under Article 12(3) of the treaty.

PCT Article 25 and 34 U.S.C. 367 provide for
review by the United States Designated Office of de-
cisions by another Receiving Office (1) refusing to
grant a filing date or (2) withdrawing the internation-
al application or the designation of the United States
of America,

1896 Effect of U.S. Patent Issued on an Interng-
tional Application

PCT ARTICLE 46

Incorrect Translation of the International Agplication

If, because of an incorrect translation of the internationsl spplica-
tion, the scope of any patent granted on that application exceeds
the scope of the international application in its original language,
the competent suthorities of the Contracting State concerned faay
sccordingly and retroactively limit the scope of the paient, and de-
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clare it null and void 10 the extent that its scope has exceeded the
scope of the international spplication in its originat languege.

35 U.S.C. 375 Patent issued on international application: Effect ()
A patent may be issued by the Commissioner based on an interna-
tional application designating the United States, in accordance with
the provisions of this title. Subject to section 102(e) of this title,
such patent shall have the force and effect of a patent issued on &
national application filed under the provisions of chapter 11 of this
title.

(b) Where due to an incorrect translation the scope of a patent
granted on an internations! application designating the United
States, which was not originally filed in the English language, ex-
ceeds the scope of the international application in its original lan-
guage, a court of competent jurisdiction may retroactively limit the
scope of the patent, by declaring it unenforceable to the extent that
it exceeds the scope of the international application in its original
language.

A patent issued on an international application has
the same force and effect as a patent issued on a na-
tional application except that a court may retroactive-
ly limit the scope of a patent if it is too broad because
of an incorrect translation, 35 U.S.C, 375.

1897 Filing and Prior Art Effect in United
States of America
35 US.C. 363 International application designating the United

States: Effect An international application designating the United
States shall have the effect, from its international filing date under

article 11 of the treaty, of = national application for patent regulasly

filed in the Patent Office except as otherwise provided in section

102(e) of this title,

37 CFR 1.53 Serial number, filing date, and completion of applica-
tion.

L ® L & L]

(f) The filing date of an internstional application designating the
United States of America shall be treated as the filing date in the
United States of America under PCT Article 11(3), except as pro-
vided in 35 U.S.C. 102(¢).

The prior art effect under 35 U.S.C. 102(e) begins
on the date the applicant has fulfilled the require-
ments of 35 U.S.C. 371(c) (1), (2) and (4). These re-
quirements are that the national filing fee, a copy of
the international application and a verified English
translation thereof, if it was filed in another language,
and an oath or declaration be filed in the United
States Patent and Trademark Office. The international
application also becomes prior art when it is published
promptly after the expiration of 18 months from the
priority date, or earlier at applicant’s request.

1800-83






