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1801 Basic PCT Principles [R-5]
MAJOR CONCEPTS

The Patent Coopcration Treaty (PCT) is an international
agreement 1o which the United States of America is a party,
which provides for the filing of patent application: on the same
invention in a number of countrics. The PCT enables the U.S.
applicantto {ile one application, “an international application”,
in a standardized format in English in the >U.S.< Receiving
Office (the U.S. Patent and Trademark Office), and have that
application acknowledged asarcgularnational filing in as many
member countries Lo the PCT as the applicant “designates” that
is, names, as countries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home patent office and have the
application acknowledged as aregular U.S. national filing. The
PCT also provides that the application will be subjected to a
scarch for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and unobvious. Upon payment of national
fees and the furnishing of a translation, usually some twenty
months after the filing of *>any priority< application for the
invention >or the international filing date if no priority is
claimed<, the application will be subjecied to national proce-
dures in cach of the designated countrics. >If @ Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions dircctly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Article 1). The PCT provides an additional and optional forcign
filing route to United States and foreign applicants.

PCT Anicle 1
Establishment of & Union

(1) The Suates panty 1o this Treaty (hereinafier called “the Contracting
Swates”) constitute & Union for cooperation in the filing, searching, and exami-
nation, of applications for the protection of inventions, and for rendering special
technical services. The Union shall be known as the Intemational Patent
Cooperation Union.

(2) No provision of this Treaty shall be interpreted as diminishing the
rights underthe Paris Convention forthe Protection of Industrigl Property of any
national or resident of any couniry party to that Convention,

The PCT has also substantially harmonized the formal re-
quirements of applications for the member countrics and the
European Patent Convention (EPC).

The PCT also provides new filing and searching procedures
whereby much of the processing and transmittal of papers is
donc for the applicant by the various national patent offices
which act as international authoritics and the International
Burcau (IB) of the World Intellectual Property Organization
(WIPQ) in Geneva, Switzerland, which administers the Treaty,

The filing and scarch procedures are set forth in Chapter
of the PCT. Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT
Chapter IT.%*
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MANUAL OF PATENT EXAMINING PROCEDURE

Basic Flow >of PCT Chapter I<

To understand the PCT, it is important to know the basic
flow of an international application under the PCT. This flow is
illustrated on the next page.

In most instances a U.S. national application (NA) is filed
first. An international application for the same subject matter
will then be filed subsequently within the priority year provided
by the Paris Convention and claim the priority benefit of the
U.S. national application filing date.

RECEIVING OFFICE (RO)

The international application (IA) must be filed in a
Recciving Office (RO), (PCT Article 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). The
Recciving Office functions as the filing and formalitics review
organization for international applications. International appli-
cations must contain upon filing the designation of those coun-
trics in which patent protection is desired and must meet certain
standards for complcieness and formality (PCT Articles 11(1)
and 14(1)).

Where a priority claim is made, the date of the earlier filed
national application is used as the date for determining the
timing of international processing, including the various trans-
mittals, the payment of certain international and national fecs,
and publication of the application. Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The intemational application is subject to the payment of
certain fees upon filing >or within one month thereafter< and at
theexpiration of 12 months from the priority date >or withinone
month thereafier< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor all corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving Office should prepare and transmit a copy of the
iniernational application, called the Scarch Copy (SC), to the
International Secarching Authority (ISA); and > forward the
original <* copy, called the Record Copy (RC), to the Interng-
tional Burcau (PCT Rules 22.1 and 23). A >second<* copy of
the international application, the Home Copy (HC), remains in
the Receiving Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copies of the application, the Interna-
tional Searching Authority becomes the focus of international
processing.

INTERNATIONAL SEARCHING AUTHORITY (ISA)

The basic function of the International Searching Authority
(I1SA) is to conduct a prior art scarch of inventions claimed in
international applications; it does this by scarching in at least the
minimum documentation defined by the Treaty (PCT Anrticles
15and 16 and PCT Rule 34). Atthe option of the U.S. applicant,
cither the U.S, Patent and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals. The Internationg] Searching Au-
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thority isalso responsible for checking the content of the title and
abstract (PCT Rules 37.2 and 38.2). An International Search
Report (SR) will normally be issued by the International Search-
ing Authority within three months from the receipt of the Scarch
Copy (usually about 16 months after the priority date)(PCT Rule
42), Copics of the International Search Report and prior art cited
will be sent to the applicant and the International Burcau (PCT
Ruies 43 and 44.1). The Search Report will contain a listing of
thosc documents found to be relevantand will identify the claims
in the application to which they arc pertinent; however, no
judgments or statcments as to patentability will be made (PCT
Rulc43.9). The applicant will also receive without charge acopy
of the cited prior art from the U. S. Patent and Trademark Office
as an International Searching Authority. Once the International
Search Report hasbeencompleted and transmitted, international
processing continues before the International Burcau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Burcau (IB) are to
maintain the master file of all international applications and to
act as the publisher and central coordinating body under the
Treaty, The World Intellectual Property Organization
>(WIPO)< in Geneva, Switzerland performs the duties of the
International Burcau.

If the applicant has not filed a certificd copy of the priority
document in the Receiving Office with the international applica-
tion, or requested upon filing that the Recciving Office prepare
and transmit to the International Burcau a copy of the prior U. 8.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Burcau or the Receiving Office not later than 16 months after the

priority datec (PCT Rule 17).

The applicant has nonnally two months {rom the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Burecau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normally publish (P) the international appli-
cation along with the Search Report and any amendment
(Amdt) at the expiration of 18 months from the priority date
(PCT Article 21). The international publication is in pamphlet
form with a front page containing bibliographical data, the
abstract, and a figurc of the drawing (PCT Rule 48). The
pamphlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
published in a language other than English, the scarch report
and absiract are also published in English. The International
Bureau also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 20 and
PCT Rule 47).

DESIGNATED OFFICE (DO)

>If no Demand for International Preliminary Examination
has been filed within 19 months of the priority date ,<** the
applicant must send to cach Designated Office any required
translations and the appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< unless the individual Designated Office
grants additional time (PCT Article 22). The applicant also has

pBasic Flow under PCT Chapter |
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the right 10 amend the application within onc month from the
fulfillment of the requirements under Article 22. After this
month has expired (PCT Article 28 and PCT Rule 52), cach
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional {aws (PCT Article 27(5)).

»Basic Filow of PCT Chapter II

PCT Anicle 33
‘The Interngtional Preliminary Examination

(1) The objective of the international preliminary examination is to
formulate a prefiminary and non-binding opinion on the questions whether the
claimed invention appears to be novel, to involve inventive siep (to be non-

obvious), and to be industrially applicable,
Ty

The basic flow of PCT Chapter I is illustrated in the above
diagram, If the applicant desires to obtain the benefit of delay-
ing the cntry into the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date, Those States in
which the Chapter 11 procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded to the International
Burcau by the International Preliminary Examining Authority.
The International Burcau then notifies the various clected
Offices that the applicant has entered Chapter I1 and that the
application should not be considered withdrawn for failure to
enter the national stage within 20 months of the priority date.

The examiner of the International Preliminary Examining
Authority may comment on lack of unity of invention, note
crrors, and issue a written “opinion” as to whether cach claim is
“novel”, involves an “inventive step”, and is “industrial.y
applicable”, If a written “opinion” is issued by the examiner, the
applicant may respond 1o the opinion by arguments and amend-
ments within the time period set for response. The examiner will

Rev. §, July 1987
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then issue the “International Preliminary Examination Report”
which presents the examiner's final position as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
ally applicable” by the 27th month afier the priority date. A copy
of the “International Preliminary Examination Report” is sentto
the applicant and to the International Burcau. The International
Burcau then communicates acopy of the “International Prelimi-
nary Examination Report” to cach “Elected Office”.

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order to avoid any question of withdrawal of the
application as to that clected Office.

In accordance with the agreement between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Burcau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Authority (IPEA) for intcrna-
tional applications filed by residents and nationals of the United
States and for those applications of other western hemisphere
countriecs which have been searched by the USPTO as an
International Scarching Authority.

Upon filing of a proper demand and the payment of the
necessary fees, the international application shall be the subject
of &n international preliminary examination,

An intecrnational preliminary examination will be carried
out only on those inventions for which an International Scarch
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Scarch Report. (PCT Article
33(6)).

The International Scarching Aunthority has the responsibil-
ity of initially determining whether or not unity of invention
cxists in an international application. However, since scarching
authorities may differ on the question of unity of invention and
since an applicant has the right to amend the application subse-
quent o the receipt of the International Scarch Report, the
intermational application isagain reviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination.

1800-4
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The primary purpose of international preliminary examina-
tion is to render a nonbinding opinion on the question of whether
the subject matter of the international application meets the
criteria sct out in PCT Article 33(1), i.c., whether the claimed
invention appears to be novel, to involve inventive step (to be
non-obvious) and to be industrially applicable. Form PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negative aspects of the applicationin the formof a written
opinion.

After an opportunity to repond, final results of the interna-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the writlen opinion.<

1802 PCT Definitions [R-§]

PCT Artlele 2
Dofinltions
For the purposes of this Treaty and the Regulstions and unless expregsly
stated otherwise:

(i) “application” means an application for the protection of an invention;
refarences Lo sn “application” shall bo construsd es references to applications for
patents for inventions, inventors’ centificates, utility cenificates, utility models,
putents or certificates of addition, inventors’ centificates of addition, and utility
cenificates of addition;

(ii) references to a “putent” shall be construed as references to patents for
inventions, inventors® centificates, wility centificates, utility models, patents or
centificates of addition, inventors® certificates of addition, and atility centificates
of addition;

(iii) “national patent” means & patent granted by 8 national authority;

(iv) “regional patent” meuns a patent granted by & nationsl or an intergov-
emnmental suthority having the power to grant patents effective in rmiore than one
State;

(v) “regional application” means an spplicstion for a regional patent;

(vi) references to a "national application” shall be construed a8 referencos
to applications for national patents and regional patents, othor than applications
filed under this 'Ireaty;

(vii) ¢ “imemational spplication” meuns an spplication filed under thiy

Treaty,
(viii) references to an “application” shall be construed as references to
international applications end national spplications;

(ix) references to & “patent” shall be construed as references 10 national
patents and segional patents;

(x) references to “national law™ shall be construed as references to the
nationsl law of & Contracting State or, where & regional epplication or a regional
patent is involved, to the treaty providing for the filing of regional applications
or the granting of regional patents;

(xi) “priority dute,” for the purpose of compwing time limits, means:

(#) where the internationat application containg a priority cleim under
Article 8, the filing dute of the application whose priority is so claimed;

(b) where the international application contains several priority claims
under Anicle 8, the filing date of the earliest application whose prionity is so
claimed;

(¢) whese the international application does not contain any priority
claim under Anicle 8, the international filing date of such application;

(xii) "nationsl Office means the government authority of 4 Contracling
State entrugted with the granting of palents; referouces to a “national Office”
shall be construed as referring also to any intergovernmental suthority which
several States have entrusted with the task of granting regional patents, provided
that ut least one of those States is # Contracting State, and provided thet the said
States have suthorized that suthority 10 assume the obligations &nd exercise the
powers which this T'reaty and the Regulstions provide for in respect of national
Offices;

(riii) “designated Olfice” means the nationat Office of or # 'ting for the
State designated by the spplicant under Chapter I of this Treaty;

(xiv) "elected Office meuns the national Office of or scting for the State
elecied by the applicant under Chapter 11 of this Treaty;

1800-5

(av) “receiving Office” means the national Office or the intergovern-
mental organization with which the intemational application hag been filed;

(xvi) “Union" means the Intermational Patent Cooperation Union;

(nvii) "Assembly"” means the Assembly of the Union;

(xviii) “Organization” means the World Intellectual Property Organiza-
tion;

(zix) “Intemational Bureau" means the Intemationsl Bureau of the Or-
ganization and , a8 long as it subsists, the United Intemational Burcaux for the
Protection of Intellectusl Propernty (BIRPI);

(xx) “Director General”™ means the Director General of the Qrganization
and, as long as BIRPI subsists, the Director of BIRPL

PCT Rule 2
Interpretation of Certain Words
2.1 "Applicant”

Whenever the word “applicant” is used, it shall be construed as meaning
alsothe sgent or other repregentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision; or the conteat
in which the word is used, such as, in particular, where the provision refers to
the residence or nationelity of the applicant.

2.2 "Ageni"

Whenever the word “agemt™ is used, it shell be construed a8 meaning eny
person who hae the right to practics before inlemationsl authoritics as defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provigion, or the context in which the word is used, also the
commen representative referred to in Rule 4.8.

2.3 “Signature”

Whenever the word "signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Intemationsl
Searching or Preliminary Exemining Authority requires the use of e seal instead
of s signature, the word, for the purposes of that Office or Authority, shall mean
seal,

35 U.S.C. 351 Definltions.

When ured in this part unless the context otherwise indicates——

(#) The terin “tresty” means the Patent Cooperation Treaty done st
Washington, on June 19, 1970 **,

(b) The term “Regulations™, when capitalized, means the Regulstions
underthe treaty **, done st Washington on the akme date a3 the treaty. The term
“regulations”, whon not capitalized, merns the regulations established by the
Commissioner under this title,

() The term “intemational application” means an application filed under
the treaty.

(d) The term “intemationsl application originating in the United States”
mesns an intemationel epplication filed in the Patent and Trademark Office
when it is acting s & Receiving Office under the treaty, imespective of whether
ornot the United Statos has been designated in thet intemationel application,

() The term “intemational application designating the United States”
means an intemationsl application specifying the United States as a country in
which & patent is sought, regardloss where such intemational application is
filed,

() The term “Receiving Office” means a national patent office or inter-
govemmental organization which mceives and processes intemational applica-
tions &8 prescribed by the treaty and the Rogulations,

(g) The terms "International Scerching Authority” >and"International
Preliminary Examining Authority"mean<* & national patent office orintergov-
emmental organization as appointed under the treaty which processes intera-
tional applications as prescribed by the tresty and the Regulations.

(h) The 1erm “Intemationel Buresu" means the intemationsl intergovern-
mental organization which is recognized as the coordinating body under the
teaty and the Regulations.

(i) Terms end oxpressions not defined in this pan are to be taken in the
sense indicatad by the treaty and the Rogulations.

37 CFR 1.401 Definltlons of terms under the Patent Cooperation
Treaty.

(a) The abbreviation “PCT" and the 1erm “Treaty™ mean the Patent
Cooperation Treaty.

(b) “Intemational Buresu™ means the World Intellectual Property Or-
ganization located in Geneva, Switzerland.

(c) "Administrative Instructions” means that body of instructions for
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operating under the Patent Cooperation Treaty referred to in BCT Rule 89,

() "Request”, when capitalized, means that element of the intemational
application described in PCT Rules 3 and 4.

(¢) “Inmemational application”, as used in this subchapter is defined in §
1.9(b).

(N “Priority date” for the purpose of computing time limits under the
Patent Cooperation Treaty is defined in PCT Ant. 2(xi). Note also § 1.465.

(g) >"Demand,” when capitalized, means that document filed with the
Interational Preliminary Examining Awthority which requests an intemational
preliminary examination.

(h) “Annexes™ means amendments made to the claims, description or the
drawings before the Intermational Preliminary Examining Authority.

(i)< Other terms and expressions in this Subpart C not defined in this
section are to be taken in the sense indicated in PCT Art, 2 and 35 U.S.C. 351.

1803 Reservations Under the PCT Taken by the
United States of America [R-5]

PCT Article 64
Reservations

(1)(a) Any State may declare that it shall not be bound by the provisions
of Chapter 1.

(b) States muking & declaration under subparagraph (a) shull not be bound
by the provisions of Chapter II and the corresponding provisions of the
Regulations.

(2)(») Any Statenot huving made s declaration under puragraph(1)(a) may
declure thaw

(i) it shall not be bound by the provisions of Artizle 39(1) with respect to
the fumishing of a copy of the intemational application and a translation thereof
(as prescribed),

(ii) the obligation 10 delay national processing, as provided for under
Anrticle 40, shall not prevent publication, by or through its national Office, of the
intemetionsl application or a trenslation thereof, it being understood, however,
that it ie not exempted from the limitations provided for in Arnticles 30 and 38,

(b) S1ates making sich a declaration shall be bound sccordingly.

(3)(a) Any State may declare that, as far s it is concerned, intermational
publication of international applications is not required.

(b) Where, at the expiration of 18 months from the priority date, the
internationsl application contains the designation only of such Siaies us have
made deelarations under subparagraph (a), the intemationa} applicution shall
not be published by virtue of Anticle 21(2).

(c) Where the provisions of subparsgreph (b) apply, the internationel
application shall neveriheless be published by the Intemational Burcau:

(i) at the request of the applicant, a8 provided in the Regulations,

(i) when s nationsl application or & patent bused on the intemationa)
application is published by or on behalf of the national Office of any designated
Stuie having made @ declaration under subparagraph (a), promptly afier such
publication but not before the expiration of 18 mouths from the priority date.

(4)(a) Any State whose national law provides for prior ant effect of its
patents as from a date before publication, but docs not equate for prior an
purposces the priority date claimed under the Paris Convention for the Protection
of Industrial Propenty to the actual filing date in that State, may declare that the
filing outside that State of an intemationsl application designating that State is
not equated to an sctual filing in that State for prior an purposes.

(b) Any State meking a declaration under subparagraph (a) shall to that
extent not be boind by the provisions of Article 11(3),

{¢) Any State iaking a declgration under subparagraph (a) shall, el the
sametime, stute in writing the date from which, and the conditions under which,
the prior art effect of any intemational application designating that Swste
becomes effective in that State. This statement may be modified at anytime by
natification addressed to the Director General,

(5) Each State may declare that it does niot consider itself bound by Article
59. With regard to any dispute between any Contracting State having made such
s declaration and any other Contracting Staie, the provisions of Anticle 59 shall
nct apply.

(6)(z) Any declaration made under this Article shall be made in writing.
ftmay be made at the time of siguing this Treaty, et the time of depositing the
ingtrument of ratification or gccession, or, except in the case referred to in
paragriph (5), at any later ime by notification addressediothe Director General,
In the case of the said notification, the declaration shall take effect six monthe
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after the day on which the Director General has received the notification, and
shall not affect inemational applications filed prior to the expiration of the said
six-month peried,

(b) Any declaration made under this Article may be withdrawn at any lime
by notification addressed 1o the Director General. Such withdrawal shall ke
effect three months afterthe day on which the Director General hag received the
notification and, in the case of the withdrawal of a decleration made under
paragraph (3), shall not affect intemational applications filed prior to the
expiration of the said three-month period.

(7) No rescrvations to this Treaty other than the rescrvations under
paragraphs (1) to (§) are permitted.

The United States of America >had originally<* declared
thatit >was<* not bound by Chapter II (Article 64 (1)), >but has
now withdrawn that reservation effective July 1, 1987<.

It has also declared that, as far as the United States of
America is concerned, international publication is not required
(Article 64 (3)).

The ** United States of America >also< made >a reserva-
tion<** under Article 64(4) which relates to the prior art
cffective datc of a U.S. patent issuing from an international
application. Sce 35 U.S.C. 102(e).

>1804 USPTO - WIPO Agreement [R-5]

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFVICE and THE INTERNATIONAL BUREAU OF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Patent and Trademark Office in the cepacity of an
International Searching and Preliminary Iixamining Authority appointed under
the Patent Cooperation Treaty,

Preamble
The United Stetes Patent and Trademark Office and the Intemational
Bureau of the World Intellectual Propeny Organization agree to conclude the
following Agreement under Anticles 16(3)(b) and 32(3) of the Patent Coopera-
tion Treaty:

Article |

Terminology Used in the Agreement

(1) For the purpose of this Agreement:

(a) "Treaty” means the Patent Cooperation Treaty;

(b) “Regulations” mean the Regulations under the Treaty;

(c) “Administrative Instructions” means the Administrative Instructions
under the Treaty;

(d) “Anticle” (except where a specific reference is made 10 an Article of
this Agreement) means an Article of the Treaty;

(¢) "Rule” means a Rule of the Regulations;

(D) " Authority" refers to the United States Patent and Trademark Office
acting in the capacity of an Internations! Scarching and Preliminary Examining
Authority pursuant to this Agreement and sppointed under the Treaty;

(2) "International Burcau” meang the Intemational Burcau as defined in
Anicle 2(xix); and

(h) “Gazette” means the publication referred W in Article 55(4).

Article 2
Basic Obligations

(1) The Authority will, except in respect 1o subject matter which pursuant
to Article 6 of this Agreement the Autherity is not required 10 seaich or o
examine, carry out intemational searches and intcmational preliminery exami-
netions and perform such other functions as are specifically provided for by the
Treaty, the Regulations, this Agreement, and the Administrative Instructions. In
carrying out an intemational search and an international preliminary examina-
tion, the Authority shall be guided by the Guidelines for Intemationsl Search
and for Intemational Preliminary Examination 1o be Carried Out under the
Patent Cooperation Treaty. The Authority undenakes 10 apply and obgerve all
the common rules of iniemationsl search and of intemational preliminary ex-
amination.
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(2) ‘The Authority and the Intemational Bureau shall, having regard 1o their
respective functions under the Treaty, the Regulations, this Agreement, and the
Administrative Instructions, each render, to the extent considered to be appropri-
ate by beth the Authority and the Intemational Bureau, assistance to the other in
relation to the performance, by the other, of its functions thereunder,

Article 3
Competence of the Authority

(1) Subject 10 Article 6 of this Agreement, the Authority undertakes to act
a3 an Intermational Searching Authority for all intemational applications (i) filed
with the receiving Office of, or acting for, the States specified in Annex A of this
Agreement, and (ii) filed in or translated into the languages specified in Annex
A of this Agreement.

(2) Subject 10 Article 6 of this Agreement, the Authority underiakes to act
as an Intemationel Preliminary Exemining Authority for all intemational appli-
cations (i) filed with the receiving Office of, or acting for, the States specified in
Annex A of this Agreement, and (ii) filed in or tranglated into the languages
specified in Annex A of this Agreement.

Article 4
Minimum Personnel Requirements

(1) The Authority shall, for the purposes of carrying out intemationel
search and intemational preliminary examination, meke available the staff at its
disposal, 10 the extent required by the workload, having sufficient technical
qualifications to carry out such search and examination in all technical fields
except those referred o in Article 6 of this Agreement, The staff of the Authority
shall be maintained at a level exceeding the minimum requirement as set out in
Rules 36.1(i) and 63.1(i).

(2) The Authority shall maintain, or otherwise sccure assistance by, a staff
which has the language facilities to understand at least those languages in which
the minimum documentation referred to in Rule 34 is writien or is translated.

Arficle S
Documentation Facilitics
The Authority shall maintain and use all documentation facilities ordinar-
ily at the disposel of the staff referred 10 in Anticle 4(1) of this Agreement for
search and examination purposes, and shsll maintain and use for the said
purposes gt least the minimum docuinentation facilities prescribed by Rules
36.1(ii) and 63.1(i).

Article 6
Subject Matter not required 1o be Searched
In accordance with Articles 17(2)(i) and 34(4)(a)(i), the Authority will not
be obligatedto search or examine sny of the subject matter specified in Rule 39.1
or Rule 67.1 except for subject matter specificd in Annex B of this Agreement.

Article 7
Fees
(1) A schedule of all fecs charged by the Authority in relation 1o its
functions as &n Intemational Searching and Preliminery Examining Authority is
sel out in Annex C of this Agreement.
(2) The Authority shall, o the extent and under the conditions set out in
Anniex C of this Agreement, refund the paid search fecs in whole or in part.

Article 8
Review of Protest
The Commissioner of Patents and Trademarks or his designee shall
examine protesis in respect of additional fees where such additionel fees are paid
under protest pursuant to Rule 40.2(c) or Rule 68.3(c).

Article 9
(Deleted)

Article 10
Classification
‘The Authority, in addition to applying the Interational Patert Classifica-
tion to & particular subject matler, may also apply the United Staes Patent
Classification.

Article 11
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Language of Comrespondence Used by the Authority
For purposes of correspondenoe, including forms, the Authority shall
use the English language.

Article 12
Patent Information Services and Technical Assistance
‘The Authority shall cooperate with the Intemnational Bureau in providing
putent information services and such other contributions to the technical
assistance program under Chapter 1V of the Treaty as are both praciicable
within the facilitics of the Authority and as may be agreed.

Article 13
Entry into Force of the Agreement
This Agreement shall enter into force, after approval by the Assembly, on
the date of signature thercof. The Agreement together with an indication of the
date of its entry into force shall be published in the Gazette by the Intemational
Bureau.

Anticle 14
Duration and Renewability of the Agreement
Subject to Aticle 16 of this Agreement, this Agreement shall remein in
force for a period of 10 years. It shall be renewable for & period of 10 years
subjecttothe approval of, and the extension of the appointment of the Authority
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, amendments may
be made to this Agreement by agreement between the Authority and the
Intemnational Bureau and shall tuke effect on the date on which those amend-
ments are approved by the Assembly, or, if e later date is specified in the
amendments, on that later date.

(2) Annex A may be amended by the Authority at any time. Any
amendment sdding s State or language will be made by notification from the
Authority to the International Bureau and shall take effect one month from the
date of publicaticn in the Gazette, Any amendment deleting a State or language
willbe made by notification from the Authority to the Intermnationsl Bureau and
shall take effect nine months from the date of publication in the Gazette.

(3) Annex I} may be aumended by the Authority at eny time. Any
emendment adding subject mauter to that Annex will be made by notification
from the Authority to the International Bureau and shall take effect one month
from the date of publication in the Gazette. Any amendment deleting subject
matier from the Annex will be made by notification from the Authority to the
Intemational Buresu and shall take effect nine months from the dats of
publication in the Gazette.

(4) Anncx C may be amended by the Authority st any time. Any
amendment may be made by notification from the Authority to the Intemational
Burcau nd shall take effect on a date specified by the Authority but not earlies
than one month afterthe publication of the notification in the Gezeue. Normelly
Anncx C shall not be amended during the first year after the entry into force of
this Agreement or thereafter at an interval of less then one year from & previous
amendment of the schedule.

(5) The Intemnational Buresu shall publish promptly in the Gazeite any
amendment of this Agrecment agreed 1o by the Authority and ths Intemationel
Bureau and approved by the Assembly under paragraph (1) and any notifica-
tions received by the Intemationel Bureau under paragraphs (2) to (4).

Article 16
Tenmination of the Agreement

(1) This Agreement shall terminate:

(a) if the Authority gives the Director General of the World Intellectual
Property Organization written notice to terminate this Agreement; or

(b) if the Director General of the World Intellectual Propeny Orgenizs-
tion, with the approval of the Assembly, gives the Authority writien notice to
termingte this Agreement.

(2) ‘The 1ennination of this Agreement under paragraph (1) shall take
effect one yeur after receipt of the notice by the other pany, unless a longer
period is specified in such notice.

(3) Notwithstanding paragraph (2), if:

() notice to terminate this Agreement is given by the Authority
under paragraph (1); and
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(1) at the same time all those Contructing Suates, whuose receiving
Offices have specificd the Authority under Anicles 16(2) and 32(2), not having
denounced the Treaty previously, made the denuncistion under Article 66,
the notice 1o tenninate this A greement shall take effect at such time as the
denunciation of the Treaty becomes effective for all such States,

ANNEX A
COUNTRIES AND LANGUAGES UNDER ARTICLE 3 OF THIS
AGREEMENT
(1) The Awthority will conduct intemational searches and prepare
intemational search reports
(i) for the following countries:
United Stales of America, Brazil, Barbados
(ii) in the following langueges:
English
(2) The Authority will conduct international preliminary axaminations
and prepare intemations] preliminary examingtion reports
(i) for the following countries:
United States of America,
andd where the Authority has prepared the internations)
search repor, for Brazil and Barbados
(ii) in the following languages:
English

ANNEX B
SUBJECT MATTER SPECIFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject matter which is searched or examined in United States national
applications

ANNEX C
SCHEBULLE OF FEES AND EXTENT AND CONDITIONS QF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(1) Fees
Search fee
(1) where no corresponding prior United States national spplication
with busic filing fee has been filed oo weoonn $520.00
(ii) where s corresponding prior United States national application
with basic filing feehas been filed oo, e $350.00
Supplesmental Search Fee (per additional invention) ... 5 140.00

isrerasseer

Preparation of an intemational-aype search report in 8 United States
nitional APPHERTION wvomuirmmmenomsnmssnne S 2600

Preliminary examination fee

(i) where an international search fee hag been paid on the intems-
tional application for the benefit of the United States Patent and Trademark
Office as an Intemational Scarching Auhorily ..o «$370.00

(ii) where the Intemational Searching Authority for the inlemational
application was an authority cther than the United Swuies Patent end Trademark
OFHC8.. onvrrcecssinvmnerocrenssissersrcarsmeasssmsmssmssnsmesenrssersseansssssi e 39 TN

(2) additions! preliminary examination fes (per mdiditionsl inven-

fion)

(i) Where & supplemental scarch fee hing beon prid onthe
international spplication 1o the United Swates Patent and Trademark Office as an
Intermnational Searching AURORLY oo § 1 28,00

(it) Where the Inierational Searching Authority for the
intemations] application was an authority other than the United Stnes Patomt
and Trademurk OffICE o e e o o8 19000

() Lixtent and Conditions of Refunds of the Scarch and Examination Feos

(i) Money paid for scarch and preliminary examination foes, where
Paid by aciual misteke or in excess will be refunded,

(ii) Refund of the supplemental scarch fee and additional preluni-
nury examination fee will be made if such refund is determined 10 bo warranied
by the Commissioner of Patens and Trademarks or his designee acting under
Rule 40.2(c) or Rule 68.3(c).
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(i) 'The search fes will be refunded i the determination under
Anticle 11(1) i negative, '«

1805 Who May File in the United States
Recelving Office |R-5]

PCT Avtlcie 9
The Applicant

(1) Any resident or nutional of & Contracting State may file an intema-
tional application.

(2) The Assembly may decida 1o sllow the residents and the nationals of
any country party (o the Paris Convention for the Protection of Industrial
Property which s not party 10 this T'reaty Lo file intemationsl applications.

(3) The concepta of residence and nationality, and the spplication of those
concepts in cases whers thore are saversl spplicents or where the applicents ere
not the seme for all the designated States, are dolined in the Regulstions,

( Rdivor's Note: The BCT Assembly has ot ae yat allowed realdents of natlonels of
non-PCT maember eountries w file PCT Intemationsl applicaions.)

PET Rule 88
The Applicant
18.1 Residence
(1) Subject 10 the provisions of paragraph (b), the question whethor an
applicant {8 & residont of tha Contracting State of which he claima o be resident
shall depend on the national law of that Stute aid shall be decided by ths

recoiving Office,

(b) In uny caes, porseasion of & real and effective industrial or commer-
cial establishment in & Contracting State shall be considered residance I that
State.

18.2 Nationality

(8) Subject to the provialons ol paragraph (b), the question whether an
applicant is anational of the Contracting Stats of which he claime 10 bs a national
shall depond on the national law ol that State and ghall be decidad by the
receiving Office.

(b) In any case, & legal sntity constituted according to the nationsl law of
& Contracting State shall bo considered a nuttonal of that Swue,

18.3 Several Applicants: sume Tor All Designated States

1f wll the epplicants are applicants for the parposes of all designated States,
the right 10 file an intermational upplication shall exist if st teast one of them is
entitled 10 fils an intemational application according to Article 9,

18.4 Several Applicants: Different for Diffarent Designatad States

() The inemationat application may indicate different applicants forthe
purposes of different designated States, provided that, in respect ol oach
designated State, at least one of the applicants indiceted for the purposes of that
State is entiled 1o file an intsmational application according to Anicle 9.

(b) If the condition referred 10 in paragraph (1) i not (ulfilled in rospect
of any designatad State, the designation of that State shall bs consid-
ered not to have been made.

(¢) The Intemarional Bureau shall, from time to time, publish infonma-
tion on the varioas national laws in respoct of the question who ik qualified
(inventor, successor in 1itle of the inventor, owner of the invention, or other) 1o
filo & national application and shall sccompany such information by & waming
that the effect of the imemational appiication in any designated State may
dopend on whether the person dosignated in the intemuional application as
applicant for the parposas of that State 1¢ & porson who, under the national law
of that Sie, ig qualified 1o file & national application,

PCT Rulo 89
The Compoetent Recolving Offlce
19.1 Where to File

(2} Subject 1o the provisions of paragraph (b), the imemational
application shall be filed, a1 the aption of the spplicant, with the national
Office of or acting for the Contracting State of which the spplicam iz a
rasident or with the national Oftice of or acring for the Contracting Suue of
which the applicant iz a national,

(b) Any Contracting Stare may agree with another Contrecting Siate o
any intergovemnmental organization that the nationsl Office of the Iatter S1ata or
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the intergovemmontal organization shall, for all or some purposes, act instesd of
the nutional Office of the former Stae as roceiving Office for applicants who are
residents or national of that former State, Notwithstanding such sgreement, the
national Office of the former State shall be considered the competent receiving
Office for the purposes of Anticle 15(5),

(¢) In connection with any decision made under Article 9(2), the Aszembly
shall appoint the national Office or the intergovemmental organization which
will wct as receiving Office for applications of residents or nationals of States
specified by the Assembly. Such appointment zhall require the previous congont
of the gaid national Office or intergovemmental organization,

19.2 Several Applicants
if there aro several applicants, the requirements of Rule 19.1 shall be
considered 1o be met if the national Office with which the intemational applica-
tion is filed is the nationel Office of or acting for a Contracting Stats of which at
least one of the applicants is & rexident or national.
19.3 Publication of Fact of Delegation of Duties of Receiving Office

() Any agroement relesred to in Rula 19, 1(h) shall be promptly notified
to the Internetional Burcau by the Contracting State which delegates the duties
of the receiving Office o the netional Office of oracting Tor another Contracting
Swute or an insrgovernmentai organization,

(h) ‘The Intermational Buresu shall, promptly upon receipt, publish the
notification in the Gazetie,

PCT Adminlsteative Instructions Seetion 317
Procedure in the Care of the Deslgnation of a State Belng
Consldered Not To Have Boen Made

Where the receiving Office finds thet, under Rule 18.4(b), the designation
of & State 1s 10 be considerad ag not having been made, it shell indicete that fact
in the interaationsl application by enclosing the designation of that State within
squiers brackots end entering, inthe margin, the words"CONSIDERED NOTTO
HAVE BEEN MADE"” of their equivalent in the language of publication of the
International application, and shall promptly notify the applicam accordingly. If
the record copy has slready been sont 10 the Intemationa] Busesu, the receiving
Office shall slso notify promply thas Buresu,

38 U.S.C. 36] Recolving Offlce.

(8) The Patent mnd Trademnrk Office shall act as & Receiving Office for
international applications filed by nationals or residents of the United States, In
secordunce with any agreement mado between the United States and another
conntry, the Patent and Tradeinark Offico may alvo uet us a Receiving Offies for
imernations! applicaions filed by residents ornationsls of such country who sre
entitled to file intemations! gpplications.

(b) The Patent and Trademark Office shall perfonm all scts connecied with
the discharge of duties required of & Receiving Office, inclnding the collection
of interational fees and their tranmnittal 10 the Inemational Bursau.

{c) Internations! applications filed in the Patent and T'rademark Office
shall be in the English lengusge.

(d) The ** international fes, and the transimintal and search fees proscribed
under section 376(s) of this part, shall either be paid on filing of an inomational
gpplication or within **»such leter time ss may be fixed by the Commissioner.<

35 U.5.C. 373 tmproper Applicant,

An internstional application derignating the United Staten, shall not be
sccepled by the Patent and Trademark Office for the nmional stage if it was filed
by anyone not qualified under chapier 11 of this title 10 be en applicant for the
purpose of filing « national application in the United Statos, Such intemational
applications shall not gorve ar the basig Tor the benefit of an owrlier filing dme
inder section 120 of this title in u subsequemly filed application, but may werve
ue the bagis for & cleim of the right of priority under section 119 of this tithe, if
the United States way not the sole couniry designated in such inermational
application,

3T CER 1.421 Applicant far Internstionnt applicution,

(a) Only residents or nationals of the United States of Americe may filo
international applications in the United Sutes Roceiving Offics.

() Alihongh the Unitad Swtes Receiving Office will accept imorationsl
applications filad by any rosident or national ol the United States of \merics for
international processing, an imemational epplication dssignating ths Unites
States of Americn will be acceplod by the Paient and Trademark Office for the
national stage only if filed by the inventor or as provided in §§1.422, 1.423 or
1.425,
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(¢} Imemational applications which do not designate the United States of
America may be filed by the assignee or owner.

(d) The stiomey or agent of the applicant imay zign the intemational ap-
plication Request and file the intemational application for the applicent if the
intornational application when filed is gccompanicd by a separate power of
attorney to that sitomey or agent from the gpplicant. The separate power of
altomey from the applicant may be submnitted after filing if sufficient cause is
shown fornot zubmitting it at the time of filing. Note that paragruph (b) of this
section requires that the applicant be the inventor if the United States of
America i8 designated,

(e) Any indication of different applicants for the purpose of different
Designated Offices must be shown on the Request pontion of the intemational
application.

(Y Changes in the person, name, or address of the applicant of an intemational
application shail be made in accordance with PC'I'Rule 18.5.

37 CFR 1.422 When the Inventor Is dead.

In case of the death of the inventor, the legal representative (executor,
administrator, ete.) of the deceased inventor may file an international applica-
tion which designates the United States of America.

37 CFR 1.423 When the Inventor Is Insane or legally Incapacl.
tated,

In case an inventor is insane or otherwise legally incapacitated, the legal
representative (guardian, conservator, etc. ) of such inventor may file an
imermutional gpplication which designates the United States of America.

37 CIPR 1.424 Jolnt inventors,

Joint inventors must jointly file an imemational application which
dosignates the United States of America; the gignature of either of them alone,
or legs than the entire number will be insuflicient for an invention invented by
them jointly, oxcept as provided in § 1,425,

37 CIFR 1,425 Fillng by other than Inventor,

() 1f s joint inventor reluses to join in an international application which
designates the United States of Americu or cannot be found or reached after
diligent effort, the international pplication which designstes the United States
of America inay be filed by the other inventor on behalf of himself or herself
and the omitted inventor. Such an intemational application which designates
the United Stater of America inust be sccompanied by proof of the pecinont
facts and must state the lnst known address of the omitted inventor. The Patent
and Trademark Office shafl forward notice of the filing of the intemational
spplication 1o the omitted inventor at suid address,

(b) Whenever sn inventor refuses to execule an intemational application
which designates the United States of Americy, or cannot be found of resched
after diligont effort, & person to whom the inventor hes essignoed or agreed in
writing to sssign the invention or who otherwise shows sufficient proprietary
interest in the matter justifying such sction may file the inemational applice-
tion on behalf of and as agent for the inventor, Such an intemational epplication
which designatos the United States of Americs, must be sccompanied by proof
of the pertinent fucts and a showing that such action is necessary to preserve the
right of the pasties or 10 provent irreparable demage, and muat state the last
known address of the inventor. The assignment, writlen agreemont 10 essign or
other evidence ol proprictary interest, or & verified copy thereof, must be filed
in the Petent and Trademuark Office. The Office shalt forward notice of the fiting
of the application to the inventor st the eddress stated in the epplication,

Any resident or national of the United States of America
may file an international application in the United States Re-
ceiving Office (PCT Article 9(1) and (3), PCT Rule 19.1, 35
U.8.C. 361(a) and 37 CFR 1.412(a), 1.421). The concepts of
residence and nationality are defined in PCT Rules 18.1 and
18.2. For the purpose of filing an international application, the
applicant may be either the inventor or the successor in title of
the inventor (assignee or owner). Sce also>MPEP<§1820.02.

However, the laws of the various designated countrics
regarding the requirements for applicants must also be consid-
cred when filing an international application. For example, the
patent law of the United States of America requires that, for the
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purposes of designating the United States of America, the
applicant(s) must be the inventor(s) (35 U.S.C. 373, PCT
Article 27 (3)).

Where there are different applicants for different desig-
nated States, at least one applicant named for each designated
State must be entitled to file an international application under
PCT Article 9, and PCT Rule 18.4. See >SMPEP< §1820.09.

PCT Rule 19.2 rclates to the situation where there are
several applicants for all the designated States.

1807 Agent or Common Representative
[R-2]

PCT Article 49
Right to Practice before Intematione!l Authorities
Any sttomey, patent agent, or other person, having the right to practice
before the national Office with which the intermationgl application was filed,
shall be entitled 1o practice before the Intemational Bureau and the competent
Intemational Searching Authority and competent Intemational Preliminary
Iixamining Authority in respect of that application.

PCT Rule 2
Interpretation of Certain Words
2.1 "Applicant”

Whenever the word * spplicant” is used, it shall be construed as meaning
also the agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision, or the context
in which the word is used such ag in particular, where the provision refersto the
residence or naticnality of the applicant,

2.2 "Agent”

Whenever the word “agent” is uscd, it shall be construed as meaning sny
pergon who has the right to practice before international suthorities as defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, slso the
common representative referred to in Rule 4.8,

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Interna-
tional Searching or Preliminary Examining Authority requires the use
of a scal instead of a signature, the word, for the purposes of that Office
or Authority, shall mean scal,

PCT Ruie 83
Right to Practice before laternational Authoritics

83.1 Proof of Right

The Internations] Bureau, the competent International Searching Author-
ity, &nd the competent [ntemational Preliminary Exemining Authority, may
require the production of proof of the right to practice referred to in Article 49.
$3.2 Information

(2) The national Office or the intergovernmental organization which the
interested person is alleged to huve & right to practice before shall, upon request,
inform the Tnternational Burcau, the competent International Scarching Author-
ity, or the competent Intemational Preliminary Examining Authority, whether
such person has the right to practice before it

(b) Such information shall be binding upon the International Burcau, the
Intemational Searching Authority, or the International Preliminary Examining
Authority, as the cage may be.

PCT Rufe 90
Representation
90.1 Definitions
For the purposes of Rule 90.2 and Rule 90.3:
(i) "agent” means any of the persons referved 10 in Article 49;
(it) “common representative” means the applicant referred to in Rule
4.8,
90.2 Vffects
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(2) Any act by or in relation to an agent shall have the effect of an act by
or in relation to the applicant or applicants having appointed the agent.

(b) Any act by or in relation 1o & common representative or his agent shall
have the effect of an act by or in relation to !l the applicants.

(c) If there are several agents appointed by the seme applicent or eppli-
cants, any act by or in relation to any of the several agents shall have the effect
of an act by or in relation to the said applicant or applicants.

(d) The effects described in paragraphs (a), (b), and (c), shall apply to the
processing of the intemational application before the receiving Office, the
Intemationeal Bureau, the Intemational Searching Authority, and the Interne-
tional Preliminary Exemining Authority.

90.3 Appointment

(a) Appointment of any agent, or of any common representative withinthe
meaning of Rule 4.8(z), shall be effected by each applicant, at his choice, either
by signing the request in which the agent or common representative is desig-
nated or by a separate power of attomey (i.e., 8 document appointing an agent
or common representative).

(b) The power of attorncy may be submitted to the receiving Office of the
Intemational Burcau. Whichever of the two is the recipient of the power of
attonicy submitted shall immediately notify the other and the interested Inter-
national Searching Authority and the interested Intemational Preliminary
Examining Authority.

(c)If the separate power of attomey is not signed or if the required separate
power of attomey is missing, or if the indication of the name or address of the
appointed person does not comply with Rule 4.4, the power of attomey shall be
considered non-existent unless the defect is corrected.

(d) A general power of attomey may be deposited with the receiving
Office for purposes of the processing of the intemational application s defined
in Rule 90.2 (d). Reference may be made in the request to such general power
of attomey, provided thst a copy thereof is atiached to the request by the
applicant.

90.4 Revocation

(2) Any appoiniment msy be revoked by the persons who have made the
appoiniment or their successors in title,

(b) Rule 90.3 shall apply, mutatis mutandis, to the document containing
the revocation.

37 CKFR 1.455 Representation ln international applications.

() Applicants of international applications may be represented by sttor-
neys or agents licensed to practice before the Patent and Trademark Office or by
a common representative (PCT Ani., 49, Rules 4.8 and 90 and §10.10).

(b) Appointment of an sgent, attomey or common representative (PCT
Rule 4.8) must be effected either in the Request form, signed by all applicants,
or in 8 separale power of atlomey submitted either to the United States
Receiving Office or to the Intemational Bureau.

(c) Powers of attomey and revocations thereof should be submitied to the
United States Receiving Office until the issuence of the intemationsl search
report.

(d) The addressee for correspondence will be as indicated in Section 108
of the Administrative Instructions.

PCT Administrative Instructions Section 106
Representation

() In the case of several applicants, any agent appointed in accordance
with Rule 90.3 as an agent representing all the applicants shall be considered &
comnmon agent.

(b) Where the international application is filed with reference to & general
power of attomey not signed by all the applicants, it shall be sufficient for the
purpose of appointment of a common agent nnder Rule 90.3, if the request or a
separate power of attomey is signed by the applicant, who did not sign the
general power of attomey.

(¢) The appoinuncent of an agent, or of a commion representative within the
mesaning of Rule 4.8(z), shall, unless otherwise indicated by the persons who
make the appointment, be regarded as the revoceation of any earlier appointment
of any other agent, or of any other common representative, and shell be
considered as & request for recording & change in the person of the agent or
common repregentative under Rule 92bis. 1 (e)(i).

(d) Any document enteiling the revocation of &n appoiniment of an sgent,
or of & common representative within the meaning of Rule 4.8(s), may be
submitied to the recziving Office or the Intemnational Bureau.

1800-10
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(c) Any agent, or any common representative within the meaning of Rule
4.8(a), may renounce his appointment through a notification signed by him and
addressed to the receiving Office or the Intemational Bureau.

PCT Adwinlgtrative Instructions Sectlon 108
Correspondence Intended for the Applicent

(2) Any correspondcnce from an Intemational Authority intended for the
epplicant, or, in the case of scveral applicants, the applicants, shall be addressed
us follows:

(i) Where the applicant has designated or appointed one agent, correspon-
dence shall be addressed to that agent. Where, in the case of several applicants,
the applicants are represented by a common representative or 8 common agent,
correspondence shall be addressed to that representative or that agent,

(ii) Where the applicant has designated seversl sgents in the request,
correspondence shall be addressed to the agent first mentioned therein. Where,
inthe case of several applicants, the applicants have designated several common
agents in the request, correspondence shall be addressed 10 the common agent
first mentioned therein,

(iii) Where the applicant has sppointed several agents in one or more
sepurete powers of atomey, correspondence shall be addressed towhe agen first
mentioned in the earliest filed and still valid separaie power of attomey. Where,
in the case of several applicants, the applicsnts have appointed several commion
agents in one or more separate power: <[ attomey, correspondence shall be
sddressed to the common agent first meationed in the earliest filed and still valid
separate power of attomey.

(b) Any correspondence from an Intemations]l Authority to the spplicent or
his agent shall be marked with the file reference, composed either of letters or
numbers, or bath, of the applicant or the agent, if so indicated on the request
Form, provided this reference does not exceed ten characters,

Any act by or in relation to an agent has the effect of an act
by or in relation to the applicant or applicants who have desig-
nated the agent; any act by or in relation 10 a common represen-
tative has the effect of an act by or in relation to all the applicants;
the forcgoing applics to the international phase (37 CFR
1.421(d) and 1.435). Powers of Attorney forms are found in
Anncxes Gl and G2 of the PCT APPLICANT' S GUIDE,

Any attorncy or agent registered to practice before the
United States Patent and Trademark Office may be appointed as
an agentunder the Paient Cooperation Treaty to file applications
in the United States Receiving Office (PCT Article 49 and PCT
Rulc83) and to prosecute the application before the International
Authoritics.

In the national (or regional) phase, other agents usually
>must<** be appointed (PCT Rule 90.2). The national laws of
the designated states govern the appointment of agents or attor-
neys in the national stage.

Powers of attorney should be submitted to the United States
Receiving Office until the Search Report has issued in order that
communications may be corrcctly addressed. Afier the Scarch
Report has issued, powers of attorncy should be submitted to the
International Burcau,

General powers of attorney are recognized for the purpose
of filing and prosccuting an international application before the
international authoritics. The original general power of attorney
should be deposited with the PCT Division in the Patent and
Trademark Office and any applications relying thercon must
include a copy thereof, A general power of attorney form is in
Annex G2 of the “PCT Applicant's Guide.”

Secalso > MPEP< §1820.04 for the power of atiorney on the
Request form.

1808 Revocation of the Appolntment of an
Agent or a Common Representative [R-§]
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37 CFR 1.472 Changes in person, name, or address of applicangs
and igventors.

All requests for & change in person, name or address of applicants and
inventor should be sent to the United States Receiving Office until the time of
issuance of the intemational scarch report. Thereafter requests for such changes
should be submitted to the Intemational Buresu.

The document containing the revocation must be signed by
the applicant or, where there are scveral applicants, by all the
applicants. It must be submitted to the Receiving Office or the
International Burcau (PCT Rule 90.4).

Revocations should be submitted to the United States Re-
ceiving Office until the time the Search Report has issued. Afier
the Search Report has issued, revocations should be sent to the
International Burcau.

1810 Filing Date Requirements [R-5]
PCT Article 11
Flling Date and Effects of the Internationsl Application

(1) The receiving Office shall accord as the intemational filing datc the
date of receipt of the intemetional application, provided that that Office has
found that, at the time of reccipt:

(i) the applicant does not obviously lack, for reasons of residence or
nationglity, the right to file an international application with the receiving
Office,

(ii) the imemational application is in the prescribed language,

(iii) the intemational application contains at least the following clements:

() #n indication that it is intended as an intemational application,

(b) the designation of st least one Contracting State,

(c) the name of the applicant, a5 prescribed,

(d) a part which on the face of it appears to be a description,

(¢) @ purt which on the face of it appears to b e a claim or claims.

(2)(n) If the receiving Office finds that the intemational application did
not, at the time of receipt, fulfill the requirements listed in paragraph (1), it shalt,
us provided in the Regulations, invite the applicant to file the required
correction.

(b) If the applicant complics with the invitation, s provided in the
Regulations, the receiving Office shall saccord es the intemational filing date the
date of receipt of the required correction.

(3) Subject 10 Anicle 64(4), any intemational application fulfilling the
requirements listed in items (i) to (iii) of paragraph (1) end accorded an
international filing date shall have the effect of & regulay national application
in cach designated State as of the intemational filing date, which date shall be
considered 1o be the actual filing date in each designated State,

(4) Any intemational application fulfilling the requirements listed in
itemns (i) to (iii) of paregraph (1) shall be equivalent to a regular national filing
within the meaning of the Paris Convention for the Protection of Industrial
Property.

© 3§ U.S.C, 363 Internationul appllcation deslgnating the United

States: Effect,

An intemational application designating the United States shall have the
effect, from its international filing date under article 11 of the treaty, of a
nationzl applicstion for patent regularly filed ‘n the Paent and Trademark
Office except as otherwise provided in section 102(c) of this title.

35 U.S.C. 376 Foes.

() The required payment of the intemational fee >and the handling fee<,
which amounts* >are< specified in the Rogulations, shell be peaid in United
States currency. The Patent and Trademark Office may also charge the
following fees:

(1) A wransmitial fee (sec seciion 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid when required);

(4) A national fee (see section 371(c));

(5) >A preliminary examination fee and any additional fecs (see section
362(b)).<

>(0)< Such other fees as established by the Commissioner.
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(b) The amounts of fees specificd in subsection (8) of this section, except
the intemational fee >and the handling fee<, shall bo prescribed by the
Commissioner. He may refund any sum paid by mistake or in excoss of the fecs
g0 specified, or if required under the treaty and the Regulations. The Commis.
sioner may also refund any part of the search fee, >the preliminary examination
fee and any additional fees,< where he detenmines such refund to be warranted.

37 CFR 1,431 Internations! application requlremonts.

(®) An internutional application shall contain, &s specificd in the Treaty
end the Regulations, @ Request, & description, one or more claims, an abstract,
and one or more drawings (where required). (PCT A, 3(2) and Section 207 of
the Administrative Instructions.)

() An intemational filing date will be accorded by the United Siates
Receiving Office, stthe time of receipt of the intemational application, provided
that:

(1) The applicant is & United States resident or national (35 U.5,C. 361(4),
PCT An. 11(1)G)).

(2) The intemational application is in the nglish language (35 U.S.C.
361(c), PCT An. 11(1)Gi))

(3) The intermational application containg st least the following elemonts
(PCT Ar 11(1 )(Gid)):

(i) An indication that it is imended g8 an intomational applicaiion {PCT
Rule 4.2); .

(ii) The designation of at lesst one Contracting Stete of the Intemational
Patent Cooperation Union;

(iii) The name of the applicant, ag prescribed (note §§ 1.421-1,424);

(iv) A part which on the face of it appears 1o be & description; and

(v) A part which on the face of it appoars to bo » cluim,

(c) Payment of the basic portion of the intemational fee (PC'T Ruale 15.2)
#nd the transmittal end search fees (§ 1.445) may be made in full at the vime the
intemationsl application papers required by pasgraph (b) of this section are
deposited or within one month thereafter, Failure 1o make full puyment within
one month of the deposit of the international application papers required by
paragraph (b) of this section will result in the fees being charged to the Intera-
tional Bursau under the provisions of peragraph (d) of this section and PCT Rule

16°%,

(d) The United States Receiving Office will charge 1o the Imemational
Bureau in secordance with PCT Rule 16bis and will conwider us having been
limely paid:

(1) The transmittal fee, tha basic fea portion of the intemations! fee, or the
search fee where thess fees have not boen fully paid by the applicant within one
month of the date of deposit of the intemetionsl spplication, and

(2) The designation fee, of the smount necessary 1o cover all the designa-
tions made in the request ¢ >if not< prid by the spplicant within one yeer from
the priority date >or within one month from the date of recoipt of the intera-
tional epplication if that month expires afier the expiration of one year from the
priority date<,

() The International Burenu will notify appliceni of uny smount charged
under paragraph (d) of this section end invite the spplicant to pay directly to the
fotemationsl Bureau within one momh from the dute of the notification, the
amount charged, sugmented by & surcharge of 50%, provided the suecharge will
not be less, snd will not be more, than the smoums indicated in the Schedule of
Fees appended tothe PCT Rules. If the payment needed to cover the trnsmittal
fees, the basgic fee, one designation fee and the surcharge is not timely made to
the Interngtional Burcan, the Internationsl Burcsn will notify the Receiving
Office which will declare the intemational wpplication withdrawn under PCT
Amticle 14(3)(a), If the spplicent makes timely payment of the fees referrad to
in the provious gentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declare any designation na paid
withdrewn under PCT Rule 14(3)(b) in nccordance with PCT Rule 16bis. 2(c).

37 CFR 1.445 Iaternational application flilng, processlug and
sorrch foon,
(@) The following fees and charges for imtomational applications wre
eatablished by the >Commizsioner< under the authority of 35 US.C. 370
(1) A transminal fee (see 35 U.S.C. 361 (d) snd PCTRule 14) - $171,00,
(2) A scarch fee (see 35 U.S.C. 361(d) and 1PC'T Rule 16) where:
(i) No corresponding prior United Stwios national spplication with

>hasic filing< fea has been filed, oo cceree i, = $520.00«¢,
(i) A corresponding prior United States national application with shasie
fiting< fee has been {HlEU, mmrmm s st mun e ursnavran ey b bane sy » $350.00¢*,
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(3) A supplemental search fee when required, per additional
FVENLION, rmae s msnvamssnsnrtamnomioastasnsnssasetnvsensumnsvnrsmnvens $140. 00
(b) 'The basic fee and designation fee postions of the intemational fee
shall be as preseribed in PCT Rule 15,

THE “INTERNATIONAL FILING DATE"

An international filing date is accorded on the date on
which the international application was received by the Receiv-
ing Office or —pursuant to the correction of defects —on afater
date (PCT Articles 11(1D and 11Q2)(b) and PCT Rules 20.1,20.3,
20.4(0), 20.5, and 20.6): in the former case, the international
filing date will be the date on which the international application
was reecived by the Receiving Office; in the latter case, the
international filing date will be the date on which the correction
was received by the Receiving Office. Any correction
>must<** be submitted by the applicant within certain time
limits. Where all the sheets pertaining to the same international
application are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the application
will be amended to reflect the date on which the last missing
sheets were reccived, As an amended date of receipt may cause
the priority claim to be forteited, applicants should assure that
all sheets of the application are deposited with the Receiving
Office on the same day. For particulars see PCT Rule 20.2.

CONDITIONS THAT MUST BE FULFILLED FOR THE
INTERNATIONAL APPLICATION TO BE ENTITLED TO
AN "INTERNATIONAL FILING DATE"

An “international filing date” will be accorded to the inter-
national application by the United States Receiving Office if it
finds thatthe conditions of PCT Art. 11(1) and 37CFR 1,43} arc
fulfilfed.

NON-PAYMENT, INCOMPLETE PAYMENT OR LATE
PAYMENT OF FEES; EFFECT ON THE “INTERNA.-
TIONAL FILING DATE"”

The non-payment, incomplete or late payment of the fees
does notaffect the filing date since the payment of fees is notan
Ariicle 11(1) requirement. However, non-payment or incom-
plete payment of fees due will result in the Receiving Office
declaring that the international application is considered with-
drawn (PCTArticle 143 )a), PCT Rule 27.1(a) and 35 U.S.C.
JoHW)). Although an international application which has not
received an international Liling date and an international appli-
cation which is considered to be withdrawn are both excluded
from further processing in the international phase, an intcrna-
tional application which fulfills the requirements necessary for
being accorded an international filing date may be invoked as a
priority application under the Paris Convention (PCT Ar-
ticle11(4) (if the conditions set by that Convention ar e fulfilled)
even where it will be considered as withdrawn for non-payment
of fees or other reasons.

In order 10 assistapplicants in the case of mistakes in fees
or delays in meeting deadlines for fee payment, PCT Rule 16bis
procedures may be used. Sce >MPEP< § 1827.01,

1812 Elements of the International Application
[R-2]
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PCT Artlcie 3
The Internutionrt Applicatlon

(1) Applications for the protection of inventions in any of the Contracting
States may be filed #s intemutional wpplications under this T'reaty.

(2) An intemational spplication shall contain, as specified in this Treaty
and the Regulations, & roquest, & description, one or more claims, one or more
drawings (where required), and an abstract,

(3) The abstract mercly serves the purpose of technical information and
cannot be teken into kecount for uny other purpose, paticularly not for the
purpose of interproting the scopea of the protection sought,

(4) The intemational application shall:

(i) be in a proscribed language;

(ii) comply with the prescribed physicel requirements;

(iii) comply with the pregcribed requiroment of unity of invention;
(iv) bo subjoct 10 the payment of the prescribed fees.

PCT Rule 9
Expresslons, ¢tc,, Not to be Used
9.1 Definition
"The intemationsl application shall not contain:

(i) expressions or drawings contrary to morality;

(3#) expressions or drawings contrary to public order;

(ili) sitements digparaging the products or processes of any particular
porson other then the applicant, o tho merits or validity of applications or patents
of any such person (tnere comperisons with the prior &t shell not be considered
disparaging per sc);

(iv) any statement or other matter obviously irralevant or unnecessury
under the circumstances.

9.2 Noting of Lack of Compliance

The receiving Offics and the Intemations] Searching Authority may note
luck of complience with the prescriptions of Rule 9.1 snd may suggoest to the
applicant that he volontarily correct his intemationasl application accordingly. If
the lack of compliance was noied by the receiving Office, thut Offics shall inforn
the competent Intemationsl Searching Authority and the Intemationsl Burssu;
if the leck of compliance was noted by the Intemational Searching Authority, that
Authority shall inform the receiving Office and the Internstionsl Bureau.
9.3 Reference to Article 21(6)

“Dispareging sistements,” referred to in Anicle 21(6), shall have the
meaning es defined in Rule 9.1Gii).

PCT Rule 18
Termlnology and Signs
10.1 Tarminology and Signs

(a) Units of weights and messures shall be expressed in terins of the metric
system, of also expressed in such tenmg if first expressed in terms of a different
gystem,

(b) Temperatures shull be expressed in degrees Celgiug, or also expressed
in degrees Celsiug, if first cxpressed in & different manner,

(¢) (delcted)

(d) For indications of heat, encrgy, light, sound and magnetisns, as well as
for mathematical formulae and electrical units, the rules of intemationsl practice
shall be obsorved; for chemical formulae the symbols, gtomic weights, and
molecular formulae, in general use, shall be employed.

(&) In general, only such technical terms, signs and symbols should be used
as are gencrally accepted in the ant.

(f) When the intermational application or ite translation {s in English or
Japanese, the beginning of any decimal fraction shall be marked by a period,
whereas, when the interaational application or ite teanslation is in & language
other then Bnglish or Japancse, it shall be marked by & comma,

10.2 Consistency

The terminology and the signs shall be consistont thronghout the intorna-

tional applicetion,

PCT Rufe 12
Langtingo of the Internatlonsl Applicatlon

12.1 Admitted Languages

(&) Any international application shall be filed in the language or one of
the languagoes apecified in the agreement concluded between the Intemationsl
Bareau and the International Searching Authority competent for the interna-
tionsl scarching of that application, provided that, if the agreement specifies
saveral languages, she receiving Offico may prescribe among the specified
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languages that language in which or those langueges in one of which the inter-
national epplication must be filed.

(b) If the intemational application is filed in a languege other than the
languege in which it i to be published, the request may, noiwithstanding
paragraph (a), be filed in the language of publication.

(¢)* Subject to paragraph (d), where the official language of the receiving
Office is one of the languages referred to in Rule 48,3(2) but is a language not
specificd in the agreement referred to in paragreph (8), the intemational
application may be filed in the said official lenguage. If the international
application is filed in the seid official language, the search copy transmitted to
the Intemational Sesrching Authority under Rule 23.1 shall bs accompenied by
s tranglation into the language, or one of the lenguages, specified in the
agresment referrod toin paragraph (e); such translation shalibe prepared under
the responsibility of the receiving Office.

(d)* Puragraph (c) shell epply only whare the Iternational Searching
Authority has doclared, in & notification addressed to the Intemationel Burceu,
that it accepts to search intemational applications on the basis of the translation
referred to in paragraph (c).

12.2 Language of Changes in the International Application

Any changes in the intemetional application, such 88 emendments and
corractions, shall, subject 1o Rules 46,3 and 66.9, be in the seme language &5 the
said spplication.

*® Paragraphs (c) and (d) of Rule 12 .1 will beoume eppliceble at the ssme Ume
that \he PCT will enter into foroe in reapeot of the country which, smong the Spenish-
sposking countrics, ls the firt (o ratlfy or sccede to the PCT.

PCT Administrative Instructions Sectlon 2067
Arvangement of Elements snd Numbering of Sheets of the
International Appllcation

(8) In elfecting the goquential pumbering of the sheets of the intemational
application in wccordence with Rule 11.7, the elements of the intemationel
gpplication shall be placed in the following order: the request, the description,
the claims, the abstruct, the drawings.

(b) The sequential numbering of the sheets shall be affected by using three
separate series of numbering, the first serice epplying to the requert only and
commencing with the firast sheet of the request, the eecond series commencing
with the first sheet of the description and continuing through the claime umil
the last sheet of the abatract, and the third series being epplicable to the sheets
of the drawings only and commencing with the firet sheet of the drawings. The
number of each sheet of the drawings shell consist of two arabic numerals
separated by a slant, the first being the shest number and the second being the
total number of sheots of drawings,

Any interational application must contain the following
elements: Request, description, claim or claims, abstract and
one or more drawings (where drawings are necessary for the
understanding of the invention (PCT Article 3(2) and PCT
Article 7(2)). The elements of the intemational application are
1o be arranged in the following order: the Request, the descrip-
tion, the claims, the abstract, and the drawings (PCT Adminis-
trative Instructions, Section 207 (a)). All the sheets contained
in the international application must be numbered in consecu-
tive arabic numecrals by using three separate series of numbers;
the first applying to the Request, the second to the description,
claims and abstract, and the third to the drawings (PCT Rule
11.7 and PCT Administrative Insiructions Section 207(b)).
Only one copy of the international epplication need be filed in
the United States Receiving Office (37 CFR 1.433(a)).

1815 Formal Requirements of an International
Application [R-2]

PCT Rule 11
Physleal Requiremoents of the International Applicetion
11.1 Number of Copies
() Subject 1o the provisions of paragraph (b), the intemetional applica-
tion and cach of the documents rofesrad to in the chack list (Rule 3.3(a){il)) shall
be filed in one copy.
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(b) Any receiving Office may require that the intemational application and
any of the docwnents referred to in the check list (Rule 3.3(e)(ii)), except the
receipt for the fees paid of the check for the payment of the fees, be filed in two
or three copies. In that case, the receiving Office shall be responsible for
verifying the identity of the second and the third copies with the record copy.
11.2 Fitness for Reproduction

(2) All clements of the intemational application (i.e., the request, the
description, the claims, the drawings, and the abstract) shall be so presented as
1o admit of direct reproduction by photography, electrostatic processes, photo
offset, and microfilming, in any number of copies.

- (b) All shects shall be free from creascs and cracks; they shall not be
folded.

(c) Only one side of each sheet shall be uged.

(d) Subject to Rule 11.10(d) and Rule 11.13(j), each sheet shall be used in
&n upright position (i.., the short gides at the top and bottom).

11.3 Material to be Used

All elements of the intemational application shall be on paper which shall
be flexible, strong, white, smooth, non-shiny, and durable,
11.4 Separate Sheets, Ete.

() Bach element (request, description, claima, drawings, abstract) of the
internationsl application shall commence on a new sheet,

(b) All sheets of the intemational application shall be o connected that
they can be easily tumed when congulted, and casily sepurated and joined again
if they have been separated for reproduction purposes,

11.5 Size of Sheets

The size of the sheets shall be Ad (29.7 em. x 21 om.). However, any
receiving Office may accept intemational applications on sheets of other sizes
provided that the record copy, as transmitted to the Intemationsl Bureau, and,
il the competent International Searching Authority go desires, the search copy,
shall be of A4 size.

11.6 Margins

() The minimum margins of the sheets containing the request, the descrip-
tion, the claims, and the shetract, shall be as follows:

~=top: 2 cm,

~ left side: 2.5 cm,
~= right side: 2 cm.
~= bottom: 2 cm.

(b) The recommended meximum, for the marging provided for in pars-

graph (a), is as follows:
- top: 4 cm,
—- left side: 4 cm.
— right side: 3 am.
— boitoin: 3 cm.

(c) On sheets contsining drawings, the surface usable shall notexceed 26.2
cm. x 17.0 cm. The sheets shall not contain frames around the usable or used
surface. The minimum margins shall be as follows:

~top: 2.5 cm.

~— left side: 2.5 cm,
— right side: 1.5 cm,
- boitom: 1.0 cm.

(d) The margins referred toin paragruphs (a) to (c) apply to Ad-size sheets,
g0 thet, even if the receiving Office accepts other sizes, the Ad-size record copy
snd, when so required, the Ad-size search copy shall lcave the aforessid
margins.

(¢) The margins of the international spplication, when submitted, must be
completely blank.

11. 7 Numbering of Sheets

(&) All the sheets contsined in the intemational application shall be
numbered in consecutive arabic numersls, ‘

(b) The numbers shall be pleced at the top of the sheet, in the middle, but
not in the margin,

11.8 Numbering of Lines

() It is strongly recommended to number every fifth line of each sheet of
the description, and of each sheet of elaims.

(b) The numbers should appear on the left side, to the right of the margin,
11.9 Writing of Text Matter

(a) The request, the description, the claims and the abstract shall bes ped
or printed.

(b) Only graphic symbols and characters, chemical or muthematical
formulee, and certain checacters in the Japancse language may, when necessary
be written by hand or drawn,
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(c) The typing shall be 1 1/2 -gpaced.

(d) Al text m avter shall be in characiers the capital letters of which are not
less thun 0.21 cin. high, and shall be in e datk, indelible color, setisfying the
requirements specified in Rule 11.2,

(¢) As far as the spacing of the typing and the size of the characters are
concerned, patagraphs (c) and (d) shall not apply to texts in the Japanese
langusge.

11.10 Drawings, Formulae , and Tables, in Text Matter

(2) The request, the description, the claims and the abstract shall not
contain drawings.

(b) The description, the claims and the abstract may contain chemical or
mathematical formulse,

(c) The description and the abstract may contain tables; any claim may
contain tables only if the subject metter of the claim makes the use of wbles
desirable.

(d) Tables and chemical or mathematical formulee may be placed side-
ways on the shest if they cannot be presented satisfactorily in en upright position
thereon; sheets on which tables or chemical or mathematical formulae are
presented sideways shall be so presented that the tops of the tables or formulae
are at the left side of the sheet.

11.11 Words in Drawings

(#) The drawings shall not contain text matter, except & single word or
words, when abeolutely indispengable, such as “water,"'steam,” “open,”
“closed,” “section on AB,” and, in the case of electric circuits and block
schematic or flow sheet disgrams, 8 few short carch words indispensable for
understanding,

(b) Any words used shall be so placed that, if translated, they may be pasted
over without interfering with any lines of the drawings,

11,12 Alterations, Etc.

Each sheet ghall be reasonably free from erusuree and shall be free from
alterations, overwritings, and interlincatione. Non-compliance with this Rule
ey be suthorized if the authenticity of the content ig niot in question and the
requirements for good reproduction ars not in jeopardy,

11.13 Special Requirements for Drawings

(&) Drawinge shall be executed in dursble, black, sufficiently dense and
dark, uniformly thick and weli-defined, lines end strokes without colorings.

(b) Cross-sections shall be indicated by oblique hatching which should not
impede the clear reading of the reference signs and leading lines.

(c) The scale of the drawings and the distinciness of their graphical
execution ehell be such that a photographic reproduction with a linesr reduction
in size to two-thirds would enable all details 1o be distinguished without
difficulty.

(d) When, in exceptional cases, the scele is given on & drawing, it shall be
represented graphically,

(c) All numbers, letters, and reference lines, appearing on the drawings,
shall be simple and clear. Brackets, ciscles or inverted commas shall not be used
in association with numbers and letters,

(f) All lines in the drawings shall, ordinarily, be drawn with the aid of
drafting instruments.

(g) Each elememt of each figure shall be in proper propostion to esch of the
other clements in the figure, except where the use of a different proportion is
indispensable for the clarity of the figure.

(h) The height of the numbers and letiers shali not be lees than (.32 cm. For
the lettering of drawings, the Latin and, where customary, the Greek alphabets
shall be used.

(i) The same sheet of drawings may contain several figures, Where figures
on two or more sheets form in effect » single complete figure, the figures on the
scveral shoets shall be so arranged that the complete figure can be assembled
without concealing any part of any of the figures appeering on the various shests,

(j) ‘The different figures shall be arranped on & sheet or sheets without
wasting spece, preferably in an upright position, cleerly separaied from one
another. Where the figures are not arranged inan upright position, they shali be
prosented sideways with the top of the figuree at the left gide of the sheet.

(k) The different figures shall be numbered in arabic numerals consecu-
tively and independently of the numbering of the sheets.

(1) Reference signs not mentioned in thedescription shall not appearin the
drawings, and vice versa,

(in) The same features, when denoted by reference signs, shall, through-
out the intemational application, be denoted by the same signs.

(n) If the drawings contain a large number of reference signs, it is strongly
recommended to attach & separate sheet listing all reference signe and the
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features denoted by them,
11.14 Later Docienents

Rules 10, and 11110 11,13 also apply 10 any document ~- for example,
corrected pages , amended claims — submitied after the filing of the intema-

tonal application,
LI T

37 CFR 1.433 Physleal requirements of lnternational application.

() The imermational application and cach of the documents that inay be
referred 10 in the cheek list of the Request (PCT Rule 3.3(a)(ii)) shall be filed in
one copy only.

(b) All sheets of the imemational application must be on A4 size paper
21.0x 297 an.).

(c) Oiher physical requirements for intemational spplications are set forth
in PCT Rule 11 and Sections 201-207 of the Administrative Instmctions.

The international application must comply with certain
physical requircments, ¢.g., requirementsconcernings fitness for
reproduction (PCT Rule 11.2), the size of the sheets (PCT
Rule11.5,) the margin sizes (PCT Rule 11.6), the numbering of
the tines in the description and claims (PCT Rule 11.8), the
writing of ext materials (PCT 11.9), cte. The specifics of cach
of these requirements are setforth in PCT Rule 11; however, two
major reguirements in application format are to be especially
noted. The first reguirement is that 21F papers in the international
applications be “A4” size, which is 29.7 cm, by 21 ¢m. (PCT
Rule 11.5) (approximately 11 11/16 inches by 8 1/4 inches), and
the second is the requirement that the typing in the application be
at 1 1/2 spacing (PCT Rule 11.9(¢)). The international applica-
tion must also be drafied (o satisfy certain other formal require-
ments. It must not contain matter contrary to morality or public
order, disparaging statements, or obviously irrclevant or unnce-
essary matter (PCT Rule 9). Units of weights, measures and
density should be expressed in terms of the metric sysiem, and
temperatures in werms of degrees Celsius (PCT Rule 10). The
general rufe with respect to terminology and signs is: only such
technical terms, signs and symbols should be used as are gener-
ally accepted in the art. An international application filed in the
United States Receiving Office must be in the English language
(PCT Rule 12.1 and 35 U.S.C. 361(c)). International applica-
tions which comply with the PCT formal requircments are
acceptable by all PCT member Siates (PCT Article 27(1)).

1820 The Request [R-2]

PCT Artlcle 4
The Request

(1) The request shall contain:

(i) & purition to the effcct that the intemational application be processed
according to this Treaty;

(is) the dexignation of the Contracting State or States in which protection
for the invention is desired on the basis of the international application (“desig-
nsted States™); if for uny designated State o regional patent is availuble and the
applicant wishes 10 obtain & regional patent rather than a nationsl patent, the
request shall o indicate ; if, under a treaty conceming & regional patent, the
applicant cannot hinit bis application to cenain ol the States party to that treaty,
designation of one of those States and the indication of the wish 10 obtain the
regional patent shall be reated us designation of all the Stares party to that treaty;
if, under the national law of the designated State, the designation of that State has
the effect of anapplication for a regiona] patent, the designation of the said State
shall be treated as an indication of the wish to obtain the regional putent;

(iii) the name of and other prescribed data concerning the applicant and the
agent (if any),

(iv) the title of the invention;

(v)thename of and other preseribed dats concerning the invenios wherethe
nationad law of t least one of the designated Stutes requires that these indications
be fumisticd at the time of filing 4 national gpplication. Otherwige, the said

1800-15

indications may be fumished either in the request or in scparale notices
addressed 10 cach designated Office whose national faw requires the furnishing
of the suid indications but allows that they be fumished at & time later then that
of the filing of 4 national application,

(2) Livery designation shall be subject to the payment of the prescribed fee
within the prescribed time limit

(3) Unless the applicam asks for any of the other kinds of protection
referred 1o in Anicle 43, designation shull mean that the desired protection
consists of the grant of a patent by or for the designated State., For the purposes
of this paragraph, Article 2(ii) shall not apply.

(4) Failure 10 indicate in the request the name and other prescribed dats
concerning the inventor shall have no consequence in any designated Stae
whose national law requires the fumishing of the said indicetions but allows
that they be fumished at & time later then that of the filing of & national
application, Feilureto furnish the said indications in a separate notice shell have
nocongequenceineny designated State whose national law does not requirethe
furnishing of the said indications.

PCT Rule 3
The Request (Form)
3.4 Printed Form

The request shall be made on a printed form,
3.2 Availability of Forms

Copies o the printed forn shall be furnished free of charge 10 the
applicanty by the receiving Office, or, if the receiving Office so degires, by the
Imernational Burcau.

3.3 Check List

(8) The printed form shall contain a list which, when filled in, will show:

(i) the 1otal number of sheets constituting the inemetional application
and the number of the sheets of each element of the intemational application
(request, description, claims, drawings, sbstract),

(ii) whether or not the intemational spplication as filed ie accompunied
by & power of sttorey (i.e., & document appointing an agent or & common
representative), & copy of a general power of attorney, a priority dogument, a
document relating 10 the payment of fees and any other document (10 be
specificd in the cheek list),

(iii} the number of that figure of the druwings which the applicant
suggests shonld sccompuny the abstrect when the abstract is published on the
frontpuge of the pamphlet ind inthe Gazette; in exceptional cases, the applicant
may suygest more than one figure.

{b) The list shall be filled in by the applicant, failing which the receiving
Office shall fill itin and make the necessary annotations, except that the number
referred 10 in paragraph{a){iii) shall not be fitled in by the receiving Office,
3.4 Particulars

Subject to Rule 3.3, particulars of the printed form shall be prescribed by
the Administrative Instructions,

PCT Rule 4
The Request (Contents)
4.1 Mandatory and Optional Contents, Signature

(#) The request shall contain:

(i) & petition,

(ii) the title of the invention,

(iif) indications conceming the gpplicant and the ggent, if there is an
agent,

(iv) the designation of States,

(v) indications conceming the inventor where the national law of at lcast
one of the designated States requires that the name of the inventor be fumished
at the time of filing & national rpplication.

(b) 'The request shall, where applicable, contain :

(i} % priority claim,

(i1) & seference 1o any carlier intemational, intemational-type or other
search,

(iii) choices of cerain kinds of protection,

(iv) an indicwtion than the spplicant wishes 1o obtain a regional patent and
the numes of the designated States for which he wishes 1o obtain such a patent,

(v) @ reference to a parent application or parent patent.

(¢) The request may contain;

(i) indications conceming the inventor where the national law of none of
the designated States requites that the name of the inventor bie fumished ut the
time of filing a national application.

Rev. §, July 1987



1820 MANUAL OF PATENT EXAMINING PROCEDURE

(The (cliowing 15 10 be filied i1n by the receiving Office)
INTERNATIONAL
INTERNATIONAL APPLICATION APPLICATION Ne:
UNDER THE
RNATIONAL
PATENT COOPERATION TREATY RLING DATE:
EEQUEST
THE UNDERSIGNED REQUESTS THAT THE PRESENT (Stemp)
EINTERNATIONAL APPLICATION BE PROCESSED Nsme of receiving Office anc “PCT Internationel Apphicouon”
ACCORDING TO THE PATENT COOPERATION TREATY Apphicant Asent's File Ref
! ! eferenice
(I:glzcl.l:‘d .b:'np:l.llc‘lnll if:emcdlm CMC-123

Box No. T  TITLE OF INVENTION

Self-Steering Gear for Sailboats
Bex No.If APPLICANT (WHETHERORNOT ALSOINVENTOR); DESIGNATED STATES FOR WHICH HE/SHE /IT1S
APPLIC ANT. Use thie box for indicating the epplicant or, if there are soveral epplicants, oae of ihem. I more then one person (inctudes, where
apphcable, & legsl entity) is involved. conlinue 1n Box No 1.
The pereon identified in this box is (chieck one only): D applicant and inventor® [B &pplicant only

Mame and sddress:**

Columbia Marine Corporation
100 Front Street

Baltimore, Maryland 20726
United States of Americea

Telephone number

(including eres code) 301555112
Country of ustlonelity ypjted States of Ameridgunelrsldenceffnjted States of

Eeluuphlc &ddress: Telepninter pddreos

The person igentified in this bon is applicent (or the purposus of {check sne only): America
il desipnated Staies except the United Sustee the Stsles indiceted
D'" designated States miho United States of Amence of America only 15 the “Supplementsl Box”

Bex Re, Il FURTHER APPLICANTS, IF ANY; (FURTHER) INVENTORS, IF ANY: DESIGNATED STATES FOR
WHICH THEY ARE APPLICANTS (iF APPLICABL ). 4 separare sub-box hes tobe fj1led in in respect of each person (includer, where
spphcable, o legal entity ). §f the following two sub-boxes are insufiicient, continue in the "Supplemental Box,” (giving there for each addi-
tieng! person the teme (nd 88 those req d in the following two sub-boxes) or by uting @ “continuatlion sheet ®

The person idensified in thas sub-box 18 (check one only): E epplicant snd inventor® D pplicant only D invenicr saly®
Nome and sddrass ©®

Jones, John Paul

200 Shady Grove Road
Davidsonville, Maryland 20720
United Stetes of America

H the person identified in this sub-bor is appl (et egpli ené ), indicets also:
Country of nattonality Counatry of tesidence :**®
and whether thet pmonqﬁappllum for the purposes of (cbeck one oaly):
all designated States excepl the Unlied Suites the States indiceted
'" denignsted Ststes DIM Unied Swtes of America of Ametica only in the “Supplemental Box*®

The pereon wdentified in this sub-box is (check one oniy) D epphcent and invenlor® D applicant only D inventor only®
Weome end sddress *°

If the person 18entified tn this sub-bon 18 applrcent (or applirant ard (Rventor), indicels glso:

Country of nanonality Couniry of residence ***
and whether thal person Is agplicsni for the purposes of (check oRe only):
oll designated Siates except the United Stotes the States indicered
D'" denignercd Sistes Dmc Um.ud S1atas of Americe of Amence oaly i the "Supplemental Box®

* I the persor tnGrcated a2 "applicant ane invenior” 6f &3 “snveni1or caly™ 1 DOt & ievealer for ke purposes of all the designelcd Siates,
g1ve the necessary mdicalions b the “Supplementsl box

e°  Indicate the name of e naturel gerson by giving his/ ket family name firstfoilowed by the given aemels). lndicete the Bame of e legel entity by
s full officie) designetion. In the eddress, inciude both she postal code (if any) and the coudtry (Reme).

wee  §f residence 1 nol Indiceied. it will be assumed that the country of resdence is the satme as the country \ndicated 15 the sddress

Form *CT/RO/ZI0) tfirgs sheets (uly 1987 See noiey ob s OMpanvIng theel
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Shoot pumber .. 4.,

s Ne. IV AGENT (IF ANY) OR COMMON BEPRESENTATIVE (IF ANY); ADDRESS FOR NOTIFICATIONS (IN
CERTAN CASES). A common representsiive mey be eppointed caly If vaere are severs! epplicants end if 8o sgent & or bas been
eppoInted, the common rcpunnullve muu be one of the applicents,

e following pereon (includ licsble, & legel gputy) is hcnby/lu beos sppoloted 60 agent Of CORERGH FEPIVERBIALVE 1O 85t
o8 behalf of t'ht applicant(s) ufou I.ht compmnl lnumuoul Authoritie
Neme exd sddress, including posial code and country: "'-"::‘O:::&l&:. ia;l:ﬂ flm;s for s D

Adamg, John Q.

hdams, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820

d States of Jlﬁﬁ
z:z%%::ﬁ%ﬁwn 301=5 T7=777 hddress: 'l'clul::i'nlu

Bex Ne. V DESIGNATION OF GROUPS OF STATES OR STATES (1); CHOICE OF CERTAIN KINDS OF PROTECTION
OR TREATMENT. The following denigoeticns are heraby mede (pleass merk the epplicable chech-boxes):

Bsgioun) Patent

- EP Eurepesa Petenti?): AT Austrie, BE Belgivm, CH ead L1 Switzerisnd snd Licchienstein, DE Germany
;me Republic of), FR France, GB United Kingdom, (T Iwly, LU Luxemboucrg, WKL Netherlands,
Swedes,
and eny other Contracting State of the Evropeun Patest Conventioa which hes become pasty Lo the PCT aRer the issuance of tale
sheet (spocify 0o doited line):

....................................................................................................

D OGA OAPI Putept: Benin, Camercon, Centrel African Republic, Chad, Congo, Gebon, Mali, Meuritenis, Senegal, Togo,
end say other member $tats °S OAFl which bas becoma party 10 the FCT afier tae isouescs of this aheet; if aehier OAPI cltle
desired, spacify oo doutad liael3)

....................................................................................................

Netiona! Patsut (if other king of protection of tresument desired, epecify on doted line(d))

(4] AT Austris®)....ooooiiiniii [E] kR Republic of Kores®) ..................oeu...
D AU AustERlE®) ..o, D LE S Lanks
[[] #8 Basbedos [[] W Lusembourg®.................. e
{:] BG Bulgeris . .ooovriiinniireeieieain.s D BEC MOBEEEI v orre e e
[8] Br Brasi® ... [] 4G Madagascar
[} cHana L1 Switzerlond snd Liechienstsio D MW MBIBIO) . ottt eeiineeerenneaans
DE Germany (Federal Republic of® .Uti Lty D NL Netberlands
Model ... ..o [7) NO Norwsy
@ BE Denmark D B0 Romania
[:a Fi  Finlend D 8D Suden
[[] 68 United Kingsom D BE Sweden
D HU Hungary D U Soviet Unlon®). . ....oovriivvnniiinerennnns
L O
% BEP Democratic People’s Republic of Korea®) .. ... B U8 United Sstes of Americet® Continuation
=in=paxrt .

Spoce reserved for designating States (for the purposes of ¢ aetional patent) which heve become pasty to the PCT afier the issuance of this thees:

............................................................. P R R R N O R R RN R I Y

(§}] Tlhc :gpln::m (1 chcntco ?j' the order of egnaucns mey be indicated by wesking the check-bonte with sequentiel arebic aumersales (vee
aiso the *Notes 10 Bor No.

(2)  The selecuion of pernicular Siates for e Europun paient con Go mede upon entering \he nationsl (regional) phese before the Europesn
Patent oﬂ'lu (l" elgo the "Notes 10 Bon No. V°

411 kin or & itle of addition o, iv the United Statss oh\mnu. \reataent 45 & continuelon oy o contipunliot-la-pan

1% decired, wmly ucovdml 10 1h¢ IBEtTUCLIONs §Ivesn in the “Kotes W Box Ko, V

Form PCT/RO/101 (second sheet) (July 198T) $ee Gotes on eccompanying sheet
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Sheet number.. 3...

Supplemanial Bou. Use this box in the foliowing cares’

(i} {f more than three pevsons ere trvolved €5 applicants and/or irvestors; in such cate, write “Continuation of Box No. I11” end indicate
for each additionel person the seme type of information es required in Box No. I1I;

(in) (. tw Box No. &l or any of the sub-boxes q! Box No. Ill, the indication “the States Indiceted in the ‘Supplemental Box,® is checked, in
such cese, write *Continuation of Bon No. 11" or *Continustion of Box No. 111" or “Continuation of Boxes No. it and No. I11™ (a5 the cese rasy
be), indicete the name of the applicant(s) involved and, next to (eech) such neme, the countsy or countries (or EP or QA, if eppliceble) for
the purposes of which he/she/it 13 applicant;

(i) . in Box No. Il or ery of the sub-boxes of Box No. IH, & person indicated as “epplicent and inveniar® er “invexior anly ° iy ROl (Rvenior
JSor the purposes of ell designated Siates o1 for the purgases of the United States of America. in such cese, write *Continuation of Box No. I1™
of "Cantinuetion o Box No. II1™ of *Continuation of Boxes No. I end No. 1117 (ss the case may be), indicate the name of the inventor and,
next (0 such name, the country ot countries (or EP or OA, if epplicable) for the purposes of which the nammed person is inventor,

(iv) ymm iy more tham one agent ard their addresses ere not the seme. in sucii cage, write *Continuation of Box No. IV® and indicate for
each sdditional agent the same type of information as required in Bo% No. IV, .

(v) V. in Box No. V, the neme af eny country (or OAPI) is accompanied by the indication "patent of addution, " “ceri(ficate of addition, * or
“inventor's centificate of additior, " or {f, in Box No. ¥, the neme of the United Stetes of Americe i3 eccompented by as tndication *Continuation®
or “Continuction i# pert: in such case, write *Continuation of Box No. V" and the name of cach country involved (or OAPI), and after the
nlmeiof en'qh :‘uch country (or OAPI), the number of the parent title or parent application end the date of grant of parent uitie or filing of
parent epplication;

(vi) {f there are miore than Ihree cerlier applicetions whoge priority is cleimed. in such case, indicate “Continustion of Box No VI® and
indicate for each gdditional earlier application the same type of information as required in Box No VI,

(vii) . n any of the Boxes, the 3pace iz insufficient to furnish all the information; in such case, write “Continuation of Box No. ..." {ind)-
cste the numbar\of u:e Box] and furnish the information in the sarme manner a3 required accerding 1o the captions of the Box in which the
space was insufficient.

(nii} if the applicent intends 10 cleim. IR respect of any designeted Office, the benefit of provisions o{ the notional lew concerning mon-prejudicis!
disclosures or exceptions to leck of movelry, In such cate. write "Simtement Concermmg Non-prejudicial losures of plions 10 Lack of Movehy
&nd furnish thas statement below.

Continuzcion of Box No. V.

United States of America, Continuation-in-part of

application Serial Number 06/876,543, filed 15 July 1986.

If thiy Suppiementa! Box is not used, this sheet need rot ne included in the Request

Perm PCT/RO/ 101 (vupplementel sheed) (Sulp 1907) See notes on accompanying sheet
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$heet umhcr..[‘....

Beox No. VI PRIORITY CLAIM (IF ANY). The pricrity of the fellowing earlier applicarioa(s) is bareby claimed:

Coustry (country in which it Filing Dats Applicatiod No. Office el Filiag(fillin only if
was filed if asuonal spplicalion (dsy, month, year) the earhier application is an
ose of the countries {or which it imtsrostional  spplication
was filed if regional or interna- of 8 regionsl applicstion)
uonel apphicauon)

) Us 15 July 1986 06/876,543

(3]

(Jl

(Letter codes may be used 10 indicate country and/or Ofiice of fiisg)
When the eatlier apphicetion was filed with the Office which, for the purposes of the present intsrnational application, is the receiving Office,
the applicent may, 6goinst payment of the required fee, sk e following:

the receiving Office is hereby requested to prepare and trunsmit to the International Buresu o ceriified copy of ihe sbove-mentioned
earher epplication/of the earlier applicetions ideotified sbove by the numbers (inseri the applicable numbers)

Box Ne. VIl EARLIER SEARCH (IF ANY). Fill i where & search (ioternational, intaraationel-type or other) by the [aternational
Searching Authonity has alresdy been rea’uemd (er compieted) and the esid Authority is Bow requested to base ihe internaticnal search,
to the exsent pessible, on the results of the eaid earlier search. ldentify such search or Rg cither by ref to the ralgvant applics-
uon for e traaststion thereof) or by reference to the rearch request.

Intermational spplicetion sumber or Interustional/regional/national
aumber and country (or regiona! filing date
Office) of other spphication:

Date of request for search: Humber (if aveilable)
given to saarch reguest:

Box Ne. Vill SIGNATURE OF APPLICANT(S) OR AGENT

Christopher Columbus n Pauli Jones
President, Columbia Marine Corp.

1f the present Request form is signed on behalf of asy appiicant by a6 agent, 6 soparate powet of attorney appointing the agest and signed by
the spplicent 15 required 0 in such case it is desired to make use of & geoere! power of sitoraey (deposited with the receiving Office), o copy
thereof must be attached to this form.

Bez No.i¥ CHECKE LIST (To be filled in by the Applicant) ;':ll {md.?.lum epplicsuon as filed is sccompanied by the items
ecked below:

This internausnal applicstion coatsias the followiag sumber of .

sheets 1. D soparate signod power of sliorney
5. 28 shesws | 3 D copy of geaeral power of atioraey
2. descripuon 5 sheets b ) D pricrity document(s) (see Box No. V1)
3. claims sheots )
P . 1 sheets 4. D receipt of the fees paig of revenue stamps
5 drawings 4 shaets | 5 D chegue (or the payment of fees

Tetal 34 cheets | 6. @ RGuEst to charge deposit account
Figure number ...... Jr ............ of the drowings (if eny) (s suggested 1 E] atker Gocument (specify)

to sccompeny the gbstract for publication, Transmittal letter

(Tho feliowiag ls to be Blled in by the raosiving Office)

1. Date of actual receipt of the purperied inlernstional applicstion:

2. Corrected date of actual receipt due to iater but timely fecoived pepets
of drawings completng the purpored internaticnal application:

3. Date of uemely recept of ths required corrections uades Article 11 of the BCT:

4 Drawings D Recerved D No Daawings

(The felleviag k o be Blled in by e Inumsdens) Bereas)
Date of receipt of the fecord copy:

Form PCT/RO/101 (tast sheet) (July §987) $ee notes 66 sccoMpPLAYIRg shoet
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MANUAL OF PATENT EXAMINING PROCEDURE

THIS SHEET IS NOT PART OF AND DOES NOT COUNT AS A SHEET OF THE INTERNATIONAL APPLICATION

APPLICANT This columa
for use by

L Colunbia Marine Corporation i
fecgIvi
NTERNATIONAL APPLICATION NUMBER DATE STAMP OF RECEIVING OFFICE Office -

i
(to be filled in by the receiving Office)

¥EE CALCULATION SHEET'
FEES SUBMITTED OR TO BE CHARGED TO DEPOSIT ACCOUNT
1. TRANSMITTAL FEE?. ...... e reeerene—— teeeeeeerernaraaeen reveerrrnanenen. | SYT0 T
I SEARCH FEE® «vveeevreerennnenneennns ceveereerereenaeereneennnnananansasrennnes | 83501 5 |

internstional search tobe effected by . ...... ..o iiiiiii ittt
(Please indicate, but only if the epplicaist hes the choice between two or more Interna-
tional Searching Authorities, the name of the Authority to which the interaetionsi spplice-
tion is to be transmitted. Note that the smount of the search fee depends 0o the identity
of the internationsl Searching Autbority.)
111 INTERNATIONAL FEE*
BASIC FEE®

ladicate the number of SHEETS contained in the international epplicstion

firgt 30 sheets ... ..ooiunii i i e e 4 es u se——
remeining 4 sheets _§_J:_0___ “ P—
Add amounts entered in boxes by and b md enter toie) io box B. o '
This figure is the amount of the dASlC ............................ m——

DESIGNATION FEES?

Indicate the sumber of NATIONAL PATENTS
which have been sought and multiply by the g x$120 & |$1,090| Py |

amount of the degignstion fee.

Ingichn:' the t;umber of :lEGIdONAIL‘ PIATENJS S
which hsve been sought snd multiply by the )
smount of the designation fee, _l__,‘il.Z.Q. * mm—————

Add emounts entered in boxes dy end d; and enter tola! it
box D (if that totel exceeds the figure which corresponds to

the smount of the designation fee multiplied by ten, enter :

the Istter figure in B oxi’)

This figure is the amount or the DESIGNATIONFEES .................. mn e mm—
Add amounts entered in boxes B and D, and enter total in box 1. I 1.7 d i l
This figure is the amount of the INTERNATIONALFEE................... $1,725,0

IV. TOTAL OF PRESCRIBED FEES SUBMITTED OB TO BE CHAEGED

TO DEPOSIT ACCOUNT

Add emounts entered in boxes T, S end {, and entes totel in the TOTAL box.

This figure is the totsl smount of the PRESCRIBED FEES SUBMITTED OR | $2, 12 45 !-:.0 o_J
TO BE CHARGED TO DEPOSIT ACCOUNT ... .oiiiiiiviriinntinnienisnreess A

THE APPLICANT MAY PAY THE PRESCRIBED I'EES ay ,:CHEQUE. POSTAL MONEY ORDER, BANE DRAFT,
CASH, REVENUE STAMPES, OUI’DN ETC. ULD BE MADE IN THE PRE SC!!DED
CURRENCY TO THE [ACCOUNT OF, ACCOUNT lNDl AT! BELOW OF, CRDER OF) THE RECEIVING OFFICE.
PAYMENT MAY ALSO BE MADE BY AUTHOIIZATION TO CHARGE 4 DEPOSTT ACCOUNT AT THE RECEIVING
OFFICE IF THE LATTER HAS A DEPOSIT ACCOUNT BYSTEM.

DEPOSIT ACCOUNT AUTHORIZATICN'

[3 The RO/ QS is hereby suthorized 15 charge the total fees indicaisd ebove 16 my deposit account.
The RO/ US i hereby suthorized to cherge ey deficlency or credit any overpeyment in the toial fees Indicated
sbove (o my deposit sccount.

. The RG/ US is hereby suthorized to cherge the fee for preparation and trensmittal of the priority document to the

International Bureau of WIPO to my deposit account.

99-1111 02 July 1987 }/m MM

Deposit Account Number Date Signature John Adams

Form PCT/RO/10) (Annex) (July 1987)¢ $a0 notes on reverne side
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PATENT COOPERATION TREATY

NOTES TO THE REQUEST FORM (PCT/RO/100)

These Notes are intended to facilivate the filling in of the
forra. For sutheniic informetion, see the text of the Patant
Cooperation Tresty and the iexts of the Regulations and the
Adminisirative lastructions under that Treaty. In case of discrep-
sncy between these Notes and (he said texts, the latter ere appli-
cable. For more detailed information. see els te PCT Applicant’s
Gulde, o publication of WIPO.

“Rule”® refern 1o Rulee of the Regulations and “Section”
refers o Sections of the Administrative Instructions.

Pleese use a typewriter. The applicatile check-boxes may be
wmarked with black ink.

NOTES TO BOX Ne. 1

Tiths of (nvention (Rules 4.3 and 5.1()): The title must
be short (preferably two 10 ceven words when in English or
trenslated into English) and precise. It must be identical with
the titie hesading the descriptios.

NOTES TO BOXES Ne. 1l asd U0

Iedication wolher u Perven ls Applicant end/es lzventor (Rules
4.5(s) and 4.6(a}and (b)): Plesse mark the applicable check-box
in order 1o indicate wether the person (including & legal entity)
pemed is “spplicant oaly” (which means that the perzon is not elso
inventor), “investor only” (which means that the person is aot also
applicant) or “spplicent end inveator” (which means that the per-
s00 is both). A person is to be nemed only once, even where the
pesrson is both epplicant and inventor.

Mames end eddrecsss (Rule 4.4):  The family name (prefere-
bly in capital letters) must be indicated before the given name(s).
Titles and ecsdemic degress must be ormitted. Names of legal
entities must be indicated by their full officisl designations.

The sddress musi be indicated in such & way that it el-
lows promipt postal delivery; it must consist of all the relevant
admipistrative units (up to end including the indication of the
house aumber, if eny, and the countsy).

Only one sddress mey be indicated per person. Where Bo
agent is eppointed, e speciel “sddress for actiflcations™ may be
indicated in Box No. IV (sze below).

Nationality (Rules 4.5(z) and (b) and 4.6(e)): For sach
epplicant, the nationality tust be indicated by the aame of the
Suzte of which the person is & national. This indicstion is not
required where & person is inventor anly.

Beeldsnce (Rules 4.5(e) end (¢) and 4.6(a)):  Fer each appli-
cant, the residence must be indlcsted by the name of the State of
which the person is e resident. However, if the residence is oot in-
dicated, it will be assumed that the Swte of residence isthe same as
the State indicated in the eddress. The indication of the residence
is not required where & person is invenio? caly.

Names of Sistes (Section 201(s)): For the indication of
nemes of Suates the two-letter country codes mey be used.

Different Applicants for Different Gtatee (Rule
18.4(2)): It ig possible to indicate different applicants for the pur-
poses of different designated Statee. In such o case, in respect of
esch designated State, ot leas one of the applicants indicated for
the purposes of thet State must be & national or resident of ¢ PCT
Contracting State. Where the Unlied Staten of Americe bs ene af the
desigretod States, (e laventor(s) must bs the epplicentis) for the
Unlted States of Americn 024 the chadh-bot “epplicant ead inventor”
et be marked,

For the indication of the designsted States for which & person
is epplicant please mark the epplicable check-box (only one). The
check-box “the States indicated in the ‘Supplementsl Box' must
be marked where none of the other three check-boxes (i, in such
@ cage, the name of the pereoa mun be repested in the Supple-
mentzl Box with an indicanon of the States {or whick be s appli-
cant (see item (ii) in that Box).

Nemlng of laventes (Rule 4.1(a}v) ead (c)i)):  The inven-
0¢'s asrme and eddress must be mdicated where the aalional law of
o lgam one of the designsied Siates requires thet the name of the
inventos be furaished ol the tme of filing, for details see the PCT
Applicent's Guide, Volume I, Annen B. it is stroagly rer smmend-
ed o name alweys the (BvEnloOr.

Difierent inventors for Dibrent Deslgrated Sintes (Rule
4.6(c)): Different persoas msy be indicated as inventors foz dif-
ferant designated States where, in this respect, the requirements of
the astionsl inws of the designased Stetes are not the same; in such
;o cu)e the Supplemental Box must be used (see item (iii) in that

%),

ROTES TO BOX Ne. IV

hgrat or Cemmon Bepressutative (Rules 4.7, 4.8 and Secticn
108): For the manner in which name(s) and addresales) inclu-
ding nsmes of States must be indicated, see the Notes to Boxes
No. Il and IT1. Where several sgents are ligted, e agent to whom
eny correspoadence mumt be eddressed is 10 be listed first. If
there is more than ofie epplicant but no common sgent rEore-
seiiing Wem, the Request mus designaie one of the applicants
who is ¢ nations! or resident of & Coatracting State, gs their
comamon representstive. If this is not done, the coromon repre-
sentative will the epplicant first named in the Request who is
:)l&uﬂed to file an international epplicstion with the receiving

ce

Appelatument of Agent er Commen Hegresentative (Rule 90.3
and Section 106):  Any such appointment may be made by des-
ignating the agent(s) or the common representsative in the Request
of in & seperate power of attorney. Each applicant must sign cither
the Request or the seperale power of atiormey. Where the interne-
tional application is flled with reference to s general powerofetior-
aey, & copy thereof must be ettached to the Request and any eppli-
cant who did not gsign the general power of sttorney must sign
either the Request or & seperate power of ettomey.

Addrens for Netificutions (Rule 4.4(d)): [fao egent hagbeen
appointed, & special eddress for the sending of netifications to the
applicant mey be indicated in Box No. [V instesd of the pame and
sddress of an sgent. That address must be different from the ed-
dress given in Box No. Il and the special check-box must be maer-
::g If a5 agent hins been eppointed, notifications will be sentto his

ress.

NOTES TO BOX Ne. V

ofStwiss:  The Contracting Stetes in which pro-
tection is deaired must be designated in the Request by marking
the applicable check-boxes. Nete that efier fling futher
declguntions eannet be made.

‘The marking of the check-bones of the designetsd States by
means of sequential arabic numerals will be taken ks indicating the
applicant’s cheles of Gie erder of the : fapother form of
masking is used, the order will be taken s that in which the murked
boxes eppesr on the form. This order will only have any significan-
ce if the amount received for the designation {ees is insufficient to
cover all the designations, in thet case, the emount received will be
epplied in peyment of the fees for the designaticas following the
eaid order (Rule 16bis.2(c) and Section 321).

Foe the detignation of 8 Stsie which hes become pasty o the
PCT efter the date sppearing on the bottom of the second sheet of
the Request form, the name of the Siste, preferably preceded by
the two-letter country code, tust be given together with en indi-
cation, where epplicable, whether national of regional protestion
of & specisl kind of protection o Westment is detired.

Where & Evsopesn paient is desired, only one designation fee
must be paid for that purpose, independently of the number of Swa-
tes designated for @ Evropean patent.

Where one or more States ere designated twice (once for the
purposes of & European patent and once for the purposes of astio-
nal protection), the spplicant must pay one designation fee in
rezpect of the Evropeen patent and a3 many designation fees
as there are nationsl patents or other titles of protection sought
(Rule 13.1(ii) and Section 210).
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~ the name of the title, that is, “petty patent” (available In Australis),

MANUAL OF PATENT EXAMINING PROCEDURE

Nate that Belglam, Frames and ltaly can only be designsted (of |
the purposes of & European patent and not for the purposes of !
nauonal protectien.

If & Europeen petent is desived for only some of the
Contracting States of the European Petent Convention, the azmes
of those States for which no European patent is desired may be
deleted by striking them out. However, it 8 recommended w0
designate always all the Contracting Statez of the Europesn
Patent Organisation and to meke & selechion caly upoa entenng
the national (regional) phuse belore the European Pelent Office
and upon payment of the Europesn designation fees.

Chelea of Certaln Klnds of Protoction o Treatment (Rulee 4.12
10 4.14, Section 202):  Where, in any country where that is pos-
sible, instead of & petent. & aational title other then & patent is
desired, write after the name of thet country ca the dotted line

“wiility model® (evailable in Brazil. Germany (Federa) Republic
of}, Japan. the Republic of Koree, OAPI) of “inventor's cartificate”
(svailable in Bulgaria, the Democratic People's Republic of Keres,
the Soviet Uniori). Where, in the Federal Republic of Germany
(the only country in which this possibility exists), in addition to e
patent, & utility model is also desired, wnite afier the name of that
country “and utility model®.

Where, in respect of eay country where that le possibis, it is
desired that the epplication be treated as en application for & cer-
1ain title *of addition” or 8 an application for & “continuation® or s
“continuation-in-part”®, write afier the name of that country the

appropriate words, thet is. “patent of xddition” (aveilsbie in
Australia. Austrie. Bulgaria, Germany (Federal Republic of), |
Malawi. the Soviet Uunion), “certificate of addition® (available in
Luxembourg, Monace, OAP), “inveator's certificate of addition”
(evailable in Bulgarie, the Soviet Union), “continuation” of “con-
tinuation-in-pars” (both available in the United States of Americs).
If any of these indications is used, indicete in t5:3 “Supplemental
Box" the State for which such ireatment is desired, the number of
the parent title or parent application, aad the date of grant of the
parent title or the date of filing of the parent application, as the
case may be (sge item (v) in that Bor).

NOTES TO BOX Ne. VI

Prierity Claim (Rule 4.10):  The declaration containing the
priority claim must be made in the Request.

The Request must indicate both

() when the eerlier applicetion is ot 8 regionsl oran interia-
tiona! application, the cowatry in which it wes filed, or, when the
eeriier application is a regional or an international application, &t
least one country for which it was (ifed, and

(i) the dats on which it was filed;
otherwise, the priority claim will, for the purposes of the procedure
uader the Treaty, be considered not to have been made.

If the application member of the esrlier application is not in-
dicated in the Request but is furnished by the applicant to the
Interniational Bureau or1o the receiving Office prior to the expira-
tion of the |6th month from the priority date, it is considered by all
designated States to have been fumished in time.

Certifiod Cepy ef Eesller Applicatien (Prierity Decument)
(Rute 17.1): Such copy must be submitted to the International
Buresu or to the receiving Office prior to the expirition of the
16th monih from the priority date of, where an early start of the
nations! phess it requested, nas later than et the time such
request is made.

Where the priority document is issusd by the recaiving Office,
the spplicant may, instead of submitting the priority document,
reguest the receiving Office to trensmit the priority decument to
the Internations} Bureeu, Such request may be made by marking
the special check-box end by identifying the document. Atientien:
where such a request is made. the applicant must pay to the recetv-

ing Office the applicable fee (er prioviy document.

0171987

Datea (Sscuon 110):  They must be \ndicated by the arabic
aumber of the day, the aame of the moath and the erebic aumber
of the year; after or below such indication. We date shouid be re.
peated in parenthess by indicating it by two-digit arabic numerals
ench for the number of e day, for the number of the month and
fos the Last 1wo numbers of the yeer. ¢.g., (0 June 1986 (10.06.86).

NOTES T2 BOX Ne. Vil

Eerlier Search (Rule 4.11):  The filling in of Boxr Ne. VIl
mey resuit in & total o pestisl refund of the internauonal search (ee.

NOTES TO BOX Ne. VIll

Slgnatare (Rules 4.1(d), 4.15 and 90.3(a)):  The signature
must be that of the applicant (if there are several applicants ell
must ¢ign): however, the signature may be that of the egent where
& taparate power of sttorney eppointing the ageat., of & copy of &
general power of atiorney already in the possession of the receiving
Office, is sttached to the Request. The name of each person signing
the Request should be typed below the signeture; similarly, ea
indication of the capecity in which the person signs should be

indlcated If such cepacity s agt gbvicus &om ieading he
Reguest.

HOTES TO BOX Ne. IX

Relorencs to & De Microsrgualsm (Rule 1 Ibis end Sec-

tion 209): Form PCT/RO/134 or eny sepesate sheat containing
indications concerning & deposited Microorganism may, in most
cason, be livted as “ether decumeont.” This is not the cass il Jepan ie
designated: in that casa, Form PCT/RO/134 or any other sheat
containing the said indications must be included as one of the
sheets of the description.

NOTES TO “SUPPLEMENTAL BOX®

The manner of making indications in this Box iz indicated on
the top of the “supplemantal sheei”

Siatsment convoraing Nea-Prejudidal Disclesures or Excap-
tous to Lack of Nevelty:  Such a statement, unless conwined in
the description, may be given in this Box. [t should comply with
the nations! law applicable by the designatad Office to which the
etateront is addregsed.

GENERAL BEMARES

of Corvespeadonce (Rule 92.2 end Section 104):
Any letter from the applicant to the Recaiving Office, the Interng.
tiona! Searching Authority or the International Preliminary Exam-
ining Authority must be (n the same language s the internationsd
&pplication to which It relates; however, the receiving Office, the
international Seasching Authority or the Intermations) Prelimi.
nery Examining 4 uthonity may suthorize the uss of enother lsn-
guage. Any letter from the applicant to the laternstional Buresu
must be in the tarme lsnguege us the international epplication F
thet languege is English or French; otherwiss, it must be in Eng.
lieh or French, at the choice of the applicant.

Asrengement of Elmonts and Numberiag of Sheets of the Intare
vaticanl Applicatien (Rule 11.7 and Section 307):  The elements
of the international application must be placed in the following
order: the Request, the description, the clauri(s), the abstract, the
drawings (if any). Al eheets constituting the internationel eppiicas
tiogs rust be numbered in consacutive arebic numerals with three
sopasate series of nurmbers: the first applying to the Request, the
secoad applying to the past consisting of the descripiion, the
claim(s) and the abstruct, and the third applying to the drawings.
The numbaers must be pleced at the top of the sheet, in the middle,
below the cm margin which must remain blank. The number
of each sheet of the drawings must consist of two erabic numerels
separated by an oblique stroke, the {iret being the sheel number
and the second being the totzl number of sheets of drawings.
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PATENT COOPERATION TREATY
PCT INTERNATIONAL APPLICATION TRANSMITTAL LETTER batt 0
REGARDING THE INTERNATIONAL APPLICATION OF DOCKET OR REFERENCE NUMBLR
Columbjia Marine Corporation CNC=123

@é'iLP-Steering Gear for Sallboats

Certification under 87 CFR 1.10 (If epplicable)

*Express Mail” muiling number Date of Deposit

I hereby certify that this application is being deposited with the United Stater Postal Service “Eupress Mail Poet Office to
Addressee” sorvice under 37 CFR 1.10 on the date indiceted sbove and is addressed to the Commisesioner of Petenta and
Tredemarks, Washington, D.C. 20231.

(Typed or printad name of parson (Signeture of person meiling
malling epplication) application)

To the United States Receiving Office (RO/VS):

Accompanying this transmittal letter i the above-identified International application, including a completed
Request form (PCT/RO/101). Please process the application according 1o the provisions of the Patent Cooper-
ation Treaty,

The {allowing requests are made of the RO/US:

l.m PREPARATION AND TRANSMITTAL OF CERTIFIED COPY OF PRIORITY DOCUMENTS—Please
prepare and transmit to the International Buresu & certified copy of the United States origin priority
documents identified in Box V1 of the Request form (37 CFR 1.461).

To cover the cont of copy preparation and certification (37 CFR 1.)9@h3) and (b)),
8 {check) (money order) in the amount of §. is attached w0 this transmitial letter,

the RO/US is hereby authorized to charge the following deposit account 10, .2 8=l )33

2.@ CHOICE OF INTERNATIONAL SEARCHING AUTHORITY-~It s requested that the Internetional
Search be performed by the fullowing International Searching Authority:

E]l'niwd States Patent and Trademark Office (FSA/US)
E]Eurnp«un Patent Office (1ISA/EP)

The appropriate Search fee for the above.-named Authority is indicated on the Fee Celculation Sheet
(PCT/RONOT Annex).

:J.D SUPPLEMENTAL SEARCH FEES (ONLY WHEN ISA/US CONDUCTS THE INTERNATIONAL
SEARCH.)~-Please charge any Supplemental Search fees that may be required by the United States
International Searching Authority (ISA/US) to deposit gecount no.:
$undersignd thot this authorgatum oosubgect o gy oral confirmatin (hereof in each 1aetante and thot 1t tn no way limite my rght 1o submit
0 predest agoinnt payment of the Supplemental Seatch feea, bt i merely an admpniatratioe auf e gasure That the ISA/US mey ey complers
the Search Hopury

NOTE: SUPPLEMENTAL SEARCH FEES FOR ISA/EP ARE PAYABLE DIRECTLY TO THE EUROPEAN
PATENT OFFICE

4. DISCLOSURE INFORMATION—In order t0 mssist in screening the sccompanying Internstionsl appli.
cation for purposes of determining whether @ license for foreign transmittal should and could be granted
and for other purposes, the following information ie supplied:

A. DThere is no prior filed application retating to thie invention,
B.E ] There is a prior application, serial number 06/876.,543. ... flled on .15 . Inly 1986
which containe subject matter that is

l.% substantislly identical to that of the accompanying Internationel application,

2.1%] less than that of the accompanying International application. The additionel subject

matter of the International application appears on pages(n) and line(n) RAL=36 . . ..
3 D more thar that of the accompanying International application,

C. Dl)inolusure information cannot he covered by the lengusge of Pointe ¢4A or ¢B above due to the
involvement of several prior applications or for other ressons, A aeperate sheet on
which the disclosure information is explained i attached to thin tranemitial letter.

5.5:] REQUEST FOR FOREIGN TRANSMITTAL LICENSE--According to the provisions of 36 U.S.C.

184 and 37 CFR 511, & license o tranamit the accompanying International spplication to forelgn egencies
or international authorities is hereby requested.

SIGNLR 1§ THE NAR OF $IGNT i (typed)
. APPLICANY John Adams
|} common REPRESENTATIVE SUIGNATURE
N AT1ORNI V) (aGENT, 23,456 Al M
= ¢
RIG NO
PYO- 13682 wmev 3 04y U § Depariment of Commerce
Patert ol Vipdomers Qe
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(i1} w request 10 the receiving Otfice to transmit the prionry document o
the Intemational Bureau where the application whose priority is claimed was
filed with the national Office or intergovemmental authority which is the
receiving Otfice.

() ‘The request shall be signed,

4.2 The Petition

"The petition shall be to the following effect and shall preferably be worded
as follows: “'Fhe undersigned requests that the present intermational application
be processed according o the Patent Cooperation Treaty,”

XEET)
(Seo >MPEP<§§ 1820.01-1820.11 for PCT Rutes 4.3-4.15)
L)

4,16 Transliteration or Translation of Certain Words

(#) Where sny name or address is written in charactess other than those of
the Latin alphabet, the sume shall also be indicated in characters of the Latin
alphabet cither as a mere transtiteration or through transtation into English, The
applicam ghall decide which words will be merely wansliterated and which
words will be 8o transtated,

(1) The name of any country written in characters other than those of the
Latin slphabet shall also be indicated in English,
4.V7 Additional Matter

(4) The request shaii contain no maiier viber than diai specitiod in Bules
4.1104.16, provided that the Administrative Instructions may pemin, but cannot
make mandatory, the inclusion in the request of any additional matter specified
in the Administrative lnstractions,

(b) If the regnest containg matter other than that specified in Rules 4.1 0
4.16 or permitted under paragraph (a) by the Administrutive Instructions, the
receiving Office shall ex officio delete the additional mauter,

37 CFR 1.434. The request.

() The request shall be made on a standardized printed form (PCT Rules
3 and 4). Copies of such printed Request forms wre availabie from the Patent and
T'rademark Office, Letters requesting such forms should be marked “Box PCT."

(b) The Check List portion of the Reguest form should indicate each
documoent accompanying the intemational application on filing.

() All information, for exmnple, addresses, names of States and dates,
shatl be indicated in the Request as required by PCT Rule 4 and Administrative
Instructions 110 and 201,

() Internationa! applications which designate the United States of
America shall include:

(1) The name, address and signatire of the inventor, except as provided
by §§ 1.4214d), 1.422, 1.423 and 1.425;

(2) A reference o any copending national application or international
application designating the United States of Americn, if the benelit of the filing
date for the prior copending application is to be claimed.

PCT Admlnisteative Instractlions Sectlon 303
Delction of Additional Matter in the Reguest
Where, under Rule 4.17(D), the receiving Olfice deletes ex officio any
matter contained in the request, it shatl do go by enclosing such matter within
square brackets and entering, in the margin, the word "DELETED by RO"™ or
their equivalent m the language of publication of the intemational rpplication,
and shall notify the applicant accordingly. If copies of the intemational appli-
cution have already been gent to the Intemational Burea and the Intermational
Searching Authority, the receiving Office shall wlso notify thei Burean and that
Authority,

The Request contains a petition 10 the effect tha the inter-
national application be processed according to the PCT; itmust
contain certain bibliographic information (PC'T Article 4(1),
PCT Rules 3 and 4 and 37 CFR 1,434), The Request must be
made on g printed form (PCT/RO/101) to be (itled in with the
required information (PCT Rules 3.1, 3.2 and Administrative
Instructions Scction 102(b)). Any prospective applicant may
obtain English language Request forms free of charge from the
United States Patent and Trademark Office, Box PCT, Was..-
ington, D, C. 20231. The PCT sets forth specific requirements
for cach clement of bibliographic information on the Request
form. The Request may not contain any matter that is not

Rev. §, July 1987
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speciticd in PCT Rule 4. Any additional material will be deleted
ex officio (Administrative Instructions Section 303).

APPLICANT OR AGENT'S FILE REFERENCE

The applicant or agent may usce a file reference composed
cither of letters or numbers or both, provided the file reference
docs notexceed ten characters. I a file refercnce is indicaied on
the Request form, any correspondence from an International
Authority to the applicant or agent will include it. (Administra-
tive Instructions Scction 108)

SUPPLEMENTAL BOX

This box is used for any material which cannot be placed in
oncof the previous boxes because of space limitations, The sup-
plementat information placed in this box should be clearly
entitled with the Box number from which it is continued,
&g, "Continuation of Box No IV " If the sunnlemental hoy does
notcontainsulticient space, the material should be continued on
an additional plain sheet of A4 size paper. If such a continuation
sheet is used, it is numbered as an additional page S of the
Request and counted accordingly in the total number of sheets
for fee calculatlion purposes, The sheet should be entiticd
“Continuation Sheet o the Request”.

1820.01 Title of the Invention [R-2]

PCT Rule 4.3 Title of the Invention
"The title of the invention shall be short (preferably from 1we 1o seven
words when in English or transtated into English) and precise.

The Request must contain the title of the invention; the
titke must be short (preferably 2 to 7 words) and precise (PCT
Rule 4.3). The title in Box No. T of the Request is considered to
be the title of the application, The title appearing on the first page
of the description (PCT Rule 5.1 (0)) and on the page containing
the abstract should be consistent with the title indicated in Box
No. I of the Request torm, The word “improved” should not be
uscd in the title.

1820.02 Applicant [R.2]

PCT Rute 4.4 Names and Addresses

(2) Names of natural persons shall be indicated by the porson’s family
name and given name(s), the family name being indicated before the given
name(s).

(1) Names of legal entities shall be indicated by their full, official dasig-
nations.

(t) Addresses shall be indicated in such & way #s to satisfy the cusiomary
requirements for prompt postel delivery st the indicated addrese and, in any case,
shall congist of all the relevant administrative units up to, end including, the
house number, if any, Where the national law of the designated State doos not
tequire the indication of the house number, failure 1o indicate such number shall
have no effect in that State. I is recommended 10 indicate any elegraphic and
teleprinter address and telephone namber of the agent or common representative
or, in the absence ol the designation o an agem orf common representative inthe
requedt, of the applicant first named in the request,

() For sach applicant, mventor, or agemt, only one address may be
indicated, excopt that, if no agent hag been appointed 10 represent the applicant,
or all of thom if more than one, the applicant or, if there is mores than one
applicam, the common representative, may indicate, in addition to any other
address given in the request, &h address to which notificetion shall be sgent.

PCT Raule 4.5 The Applicant
() The request shall indicate the name, address, nationality and residence
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of the applicant oy, if there are seveeal applicants, of each of them.

(b) ‘The applicant’s nationality shall be indicated by the name of the State
of which he is & nutional.

() The applicant’s residence shall be indicated by the name of the State of
which he is a resident,

The names of natural persons must be given with the family
name being indicated before the given name (PCT Rule 4.4).
The names of Iegal entitics should be given in full. All addresses
should be spelled out in full and include the name of the country
in order o assure correct publication of the information. If the
United States of Americais designated, the applicant mustbe the
inventor at the time of filing (35 U.S.C. 373).

The applicant of an international application for a desig-
nated office other than the United States of America may be
cither the inventor or the owner of the invention. In cases where
the inventor is the applicant for certain designated countries and
the owner or assignee is the applicant for other designated
countrics, the names and other identifying information of both
must appear in Box No. I and Box No. 111 with the appropriate
boxes checked. Only one applicant’s cr inventor's name should
be listed in cach Box.

1t should be noted that at least one of the inventors must be
aresident or nationat of a PCT member country in order for the
application to enter the national stage in the United States of
America. This point involves two basic issues which must be
addressed separately. One issue relates to the requirements for a
valid designation of the United States of America. The other
issuc relates to the requirements of the U.S. national law in order
for the U.S. Patent and Trademark Office to accept the intema-
tional application for the national stage. Asto the firstissuc, PCT
Rules 18.3 and 18.4 require that at feast one of the applicants for
cach designated State must be a resident or national of a member
country of the PCT Unioninorder [or the designation to be valid.
As 10 the second issue, although the designation of the United
States of Americamay be valid for PCT international procedure,
the ingernational application will not be accepted at the United
States national stage unless the applicant is the inventor (PCT
Article27(3) and 35U.8.C. 111 and 373). Therefore, at least one
of the inventors must be a resident of a PCT member country in
order for the interational application to enter the national stage
in the United States of America.

It should be noted, however, that if the owner or assignec is
arcsident or national of a PCT member country, the owner can
be the sole applicant and file an international application desig-
nating all current PCT member countrics other than the United
States of America. Any invalid designation of States for which
atleast onc applicantis not arcsident or national of a Contracting
Ste will be deleted by the Receiving Office. Sce also
>MPEP<§ 1805 for the text of rules and other provisions
concerning applicants.

1820.03 Inventor [R-§]
PCT Rule 4.6
The Inventor

(a) Where Rule 4.1(s)(v) applies, the request shall indicate the name and
address of the inventor or, if there are several inventors, of each of them.

(b) if the applicant is the inventor, the request, in licu of the indization nnder
paragraph (a), shall contain a statement to that effect.

(¢) 'The request may, for different designated States, indicate different
persons as inventors where, in this respect, the requirements of the national laws
of the designated States are not the same. Iin such a case, the request shall contain
a scparate steiement for cach dexignated State or group of States in which a
particular person, or the same person, is to be considercd the inventor, o7 in which

1800-25

particular persons, or the same persons, are to be considered the inventors.

For purposcs of the designated countries >other than the
United States of Americas, the name and address of the inven-
tor must be indicated cither in the Request or later at some other
point in the procedure (PCT Article 4(1)(v), 4(4), and 22(1);
and PCT Rules 4.1(a)(v) and 4.6(z)). It should be noted that
Japan as a designated office requires the name and address of
the inventor to be present on the Request form on filing. Names
should be indicated with the family name preceding the given
name, and addresses should be spelled out in full, including
both the zip code and country.

1820.04 Agent or Common Representative (if
any) [R-§]
PCT Rule 4.7 The Agent
If agents ure designated, the request shall so indicate, and shall state their
names and addresses.

PCT Rule 4.8 Representation of Several Applicants Not
Having a Common Agent

(a) If there is more than one applicant and the request does not refer o an
agent representing all the applicants (“a common agent”), the request shall
designute one of the gpplicants who 7 ziaitled to file an intemational epplica-
tion according to Article 9 as thei: common representative.

(b) If there is more than one applicant and the request does not refer to an
agent representing sll the applicants and it docs not comply with the require-
ment of designating one of the applicants as provided in paragreph (z), the
common representative shall be the applicant first named in the request who is
entitled to file an intemational application with the receiving Office with which
the intemational application was filed (Rule 19.1(a)).

Any attorney or agent registered to practice before the
atent and Trademark Office may act as an agent for the
applicant in an international application filed in the United
States Receiving Office > before all the international authori-
tics, such as the Receiving Office, the International Scarching
Authority, the International Preliminary Examining Authority
and the International Burcau<. Box No. IV of the Request form
may be used as a power of attorney document. For particulars
concerning who may sign the Request and power of attorney
sce > MPEP<§§ 1807 and 1820.11,

It should be noted that under PCT there is no provision for
correspondence addresses or associate attorneys. The first-
named attorney or agent will receive correspondence (PCT
Administrative Instructions Scction 108(a)). If the power of
attorney is found to be defective, the first-named applicant will
receive any correspondence.

Jointapplicants may also designate onc of the applicants to
be a comimon representative under PCT Rule 4.8(a).

1820.05 Designation of States [R-5]
PCT Artlcle 43
Seeking Certaln Kinds of Protection

In respect of any designated or elected State whose law provides for the
grant of inventors® centificates, utility cenificates, utility models, patents or
centificates of addition, inventors' centificates of addition, or utility certificates
of addition, the applicant may indicate, a8 prescribed in the Regulations, that
his intemational application is for the grant, as far as that State is concemed, of
an inventor’s certificate, @ utility cenificate, or a utility model, rather than a
patent, orthat it is forthe grant of a patent of certificate of addition, an invenior's
centificate of nddition, or a uiility centificate of addition, and the ensuing effect
shall be govemed by the applicant’s choice. For the purposes of this Anticle and
gny Rule thereunder, Article 2(ii) shall not apply.
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PCT Article 44
Secklng Two Kilnds of Protection

In respect of eny designated or elected State whose law penmits an
application, while being for the grant of a patent or one of the other kinds of
protection referred 1o in Article 43, 10 be also for the grant of another of the ssid
kinds of protection, the applicant may indicate, as prescribed in the Regulations,
the two kinds of protection he is secking, and the ensuing effect shall be
govemed by the applicant's indications. For the purposes of this Anticle, Article
2(ji) shall not apply.

PCT Articie 45
Regloaal Patent Treatles

(1) Any treaty providing for the grant of regional patents (“regional patent
treaty™), and giving 10 all persons who, sccording to Anticle 9, are entitled o file
intemational applications the right to file applications for such patents, may
provide that intemational applications desiguating or electing a State pany to
both the regionel patent treaty and the present Treaty may be filed ag applica-
tions for such patents,

(2) The national law of the said designated or elected State may provide
that any designation or election of such State in the intemational application
shall havsthe effect of an indication of the wish to obtain a regional patent under
the regional patent treaty.

PCT Rule 4.9 Designation of States

Contracting State ehall be designated in the requeet by their names.
LN NN NN ]

PCT Rule 4.12 Cholce of Certain Kinds of Protection

(8) If the epplicant wishes his intemational application tobe treated, in any
designated State, as an apvlicstion not for a patent but for the grant of sy of the
other kinds of protection specificd in Article 43, he shull so indicate in the
request, For the purposes of this paragraph, Atticle 2(ii) shall not apply.

(b) In the case provided for in Article 44, the applicant shall indicate the
two kinds of protection sought, oz, if one of two kinds of protection is primarily
sought, he shall indicate which kind is sought primarily and which kind is sought
subsidianly.

37 CFR 1.432 Deslgnation of Stutes and payment of destgna-
tiva fees.

(#) The nemes of Designuted States shall appear in the Request uponfiling
and must be indicated &s set forth in Section 201 of the Administrative
Instructions,

() The designation fees may be peid upon filing of the intemationel
application, butmust be paid * before the expiration of one year from the priority
date >or within one month from the date of receipt of the internationsl
application if that month expires after the expiration of one year from the priority
date< *, Failure to timely pay the designation fee for & panticular Designated
State will result in the withdrawal of that designation *. Failure to timely pay at
least one designation fee will result in the withdrawal of the intemational

application *,

PCT Admintstrative Instructions Section 201
Names of States

(#) The name of any State referred to in the request shall be indicued
either by the full name of the State, or by & generally aceepted short title which,
if the indications ere in English or French, shall be ¢s sppesrs in Annex A, orby
the two-letter country code identifying that State as appears in Annexes A and
B.

) [Deleted)

PCT Administrative Instruction Section 202
Kind of Protection
(a) Where the applicant wishes his application 10 be treated in any
designated State as an application not for 1 patent but for the grant of anotler
kind of protection referred to in Anicle 43, he shall make the indication in e
request referred to in Rule 4.12(s) by inserting the words “inventor's
centificate, " "utility certificete,” “wility model.” (or “petty patem” for Austra-

lia). “patent of addition,” “certificaie of addition,” “inventor's cenificals of
P
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addition” or “utility cenificate of addition,” or their equivalent in the languege
of the intemational application, immedistely after the indication of the said
State.

(b) Where, in tespect of the designation of the Federal Republic of
Genmany, the applicant iz secking two kinds of protection under Article 44, he
shall muke the indication referred to in Rule 4.12 (b) by insenting, immediately
after the indication of the Federal Republic of Germany and in the language of
the international application, one of the two following indications:

(i) “and witity model™;
(ii) “and auxiliary utility model.”

PCT Admintstrative Iastructions Section 203
Reglonu) Patents
() M the applicant wishes to obtain & regional patent in respect of any
designated State and the request form does not contain preprinted indications
permitting the applicant to make the indication in the request referred to in Rule
4.1(b)(iv), the applicant shall make the suid indication by inserting the
words"regional patent,” or their equivalent in the language of the international
application, immediately after the indication of the said State or, where an
indication has been made under Section 202, afterthat indication, provided that:

(i) where Article 4(1)(ii), third clause, applics, and not all the States party
to the regional treaty have beon designated, the intemations] application shall
be treated g3 if all those States had been designated and s if the designations of
all such States contained the said words, whether the said designations con-
tained an indication of the wish to oblain a regional patent or, sccording to
Anrticle 4(1)(ii), fourth clause, are to be treated as containing such indication;

(it) where the national law of any designated Stete containg a provision as
reforred to in Anicle 45(2), the Internations) Bureau shall, sccording to Article
4(1)(ii), fourth clause, treat the designation as if it contained the geid wonds even
where the applicant failed to indicuie them,

(b) The applicant may, instead of the words " regional patent” refersed 1o
in paragraph (1), use other words to the sume effect; such words may include a
reference 1o g patent 10 be gramed by the Buropean Patemt Office under the
Convention of the Grant of Luropern Putents done gt Munich on October 5, 1973
("Buropean patent™), where the regional patent which the applicant wishes to
obtain is a Luropean putent,

(c) An indication, in respect of the designation of Licchtenstein or Swit-
zerland, or both, of the wish to obtain & regional patent shall be taken as
indicating & wish to obtain a European patent in respect of those States, whercas
the absence of any indication of the wish to obtain a regional patent in respect
of such a degignation shallbe taken g indicating & wishto obtain s patent granted
by the Swiss Federal Intellectual Propenty Office in respect of those Suates.

PCT Adminlstrative Instructions Section 210
Calculution of Designation IFee for the Purposes of Nutional and
Reglonal Putents

Where the request of the intemational application contains a designation
of a Contracting State without an indication of the wish to obtain a regional
patent und also a designation of the same Comracting State with an indication
of the wish to oblain a regional patent and the national law of the Contracting
State does not contain s provision referred 1o in Article 45(2), the designation
fees shall be calculated on the busis that a separate fee is payuble in respect of
the designation of the Contracting State in addition to the degignation fee
payable in respect of that Contracting State as @ Contracting State or as one of
a group of Contracting Stutes for which a regional patent is sought,

All designated States must be named in the Request on
filing. It is not possible to &dd designations of countries to an
international application after itis filed. Only those countries for
which the PCT has come into effect at the time the international
application is filed may be designated. The Request form, as
filed, must contain the names of all designated countrics in
which protection is desired (PCT Article 4(1)(ii), PCT Rules
4. 1(n)(iv), and 4.9, and 37 CFR 1.432. However, since the
designation fees are not required until one year after the priority
date, or if no priority is claimed, until one ycar after the actual
international application filing date >or one month afler the
international filing e, if that month ends later than one year
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LIST OF PCT MEMBER STATES

State Ratification
or Accession

(1) Central Africa Republic* Accession
(2) Senegal* Ratification
(3) Madagascar Ratification
(4) Malawi Accession
(5) Cameroon* Accession
(6) Chad* Accession
(7) Togo®* Ratification
(8) Gabon® Accession
(9) United States of America Ratification
(10) Germany, Federal Republic of*# Ratification
(11) Congo* Accession
(12) Switzerland** Ratification
(13) United Kingdom** Ratification
(14) Frence®* Ratification
(15) Soviet Union Ratification
(16) Brazil Ratification
(17) Luxembourg** Ratification
(18) Sweden®* Ratification
{19) Japan Ratification
(20) Denmark Ratification
(21) Austrig*® Ratification
(22) Monaco Ratification
(23) Netherlands** Ratification
(24) Romaenia Accession
(25) Norway Ratification
(26) Liechiengicin®* Accession
(27) Australis Accession
(28) Hungary Ratification
(29) Democratic People’s Republic

of Korea (North Kores ) Accession
(30) Finland Ratification
(31) Belgium®* Ruauficstion
(32) Sri Lanke Ratification
(33) Mauritania Accession
(34) Sudan Accession
(35) Bulgerie Accession
(36) Republic of Korea (South Kores) Accession
(37) Mali* Accession
(38) Barbedos Acceasion
(39) faly®® Ratificstion
>(40) Benin® Accession

Date of Ratification Date from Which State
or Accession May be Designated
15 September 1971 01 June 1978

01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
01 June 1978
Oljune 1978
01 June 1978
01 Junel978
01 June 1978
01 Junel978
01 June 1978

08 March 1972

27 March 1972

16 May 1972

15 March 1973

12 February 1974
28 Janvary 1975
06 March 1975

26 November 1975
19 July1976

08 August 1977

14 September 1977
24 Qctober 1977
25 November 1977
29 December 1977
09 January 1978
31 January 1978
17 February 1978

01 July 1978

01 September 1978
23 Januery 1979
22 March 1979

10 April 1979

23 April 1979

0! October 1979
19 December 1979
31 December 1979
27 March 1980

08 April 1980

01 July 1980

14 September 1981
26 November 1981
13 January 1943
16 January 1984
21 lebruary 1984
10 May 1984

19 July 1984

12 December 1984
28 December 1984

01 October 1978
01 Decemberi978
23 April1979

22 June 1979

10 July 1979

23 July 1979

01 Jenuary 1980
19 March1980

31 March 1980
27 June 1980

08 July 1980

01 Oacber 1980
14 December 1981
26 February 1982
12 April 1983

16 April 1984

21 May 1984

10 August 1984
19 Gciober 1984
12 March 1985
28 March 1985

26 November 1986 26 February1987<

* Members of Africa Intellectual Propenty Organization (OAPI) regional patent system., Only regional patent protection is available for OAPl member states.
A designation of any state is an indication that all QAP staies have been designated. Note: only one designation fee is due regardless of the number of OAPLmember
states designated. ** Members of European Patent Convention (EPC) regional patent system. Either national patents or European patents for member Statee are
sveilable through PCT, except for France, Belgium and Ialy, for which only Buropean patents are available if PCT is used. Note: only one designation fee is dueif

European patent protection is sought for one, several or all EPC member countries.

after the priority date (PCT Rule 15.4(b)(ii)<*, applicants who
file without claiming priority, or who fiie carly in the priority
year, may initially designate all PCT countries in which they
may have aninterest and later only pay designation fees for those
countries in which patent protection is seriously desired >and
withdraw the designations as 10 the other States<. Any desig-
nated country for which a designation fee in not timely paid is
considered withdrawn.

States must be designated in Box No, V by checking the
appropriate box beside the name of cach State. A choice between
anational patent and a regional patent is available for States that
arc members of both the PCT and the European (EPC) regional
patent convention. For the EPC, regional or national protection
is available for Austria, The Federal Republic of Germany,
Luxembourg. The Netherlands, Sweden, Switzerland, Licchten-
stein, or the United Kingdom. However, where France, Belgium
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and/or lialy is designated, the application will be treated as an
application for a European patent with effect for France, Bel-
gium and/or Italy.

The designation of any State is treated as an expression of
the wish to obtain a patent in the designated State. However, if
the applicant wishes the international application to be treated
in any designated States (whose national law>offers<® that
kind of protection) as an application not for a patent but for an
inventor's certificate, a utility certificate, a utility model, a
patent of addition, a certificate of addition, an inventor's
certificate of addition or a utility certificate of addition, the
applicant must indicate that desire in Box No. V of the Request
by indicating the kind of protection immediately after the
indication of the State (Administrative Instructions Section
202()), and the application will be dealt with accordingly in
that State (PCT Rules 4.1(b)(iii) and 4.12). Annex B of the
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“PCTApplicant’ s Guide” indicates, in respectof each Contract-
ing State, the kinds of protection available

The applicant may, in zespect of any designated State
(whose national law >offers<* the kinds of protection involved
and admits the possibility of seeking two kinds of protection),
mention in the Request >of< two kinds of protection (Box No.
V), together with an indication of the one preferred and the ap-
plication will be dealt with accordingly in that State (PCT
Article 44 and PCT Rule 4.12(b)). Anncx B of the PCT
Applicart’s Guide indicates, in respect of cach Contracting
State, whether this possibility is availabic. Currently the possi-
bility of seeking two kinds of protection is available only for the
Federal Republic of Germany as a designated State.

The indication on the line of the type of protection desired
is placed directly after the checkbox for the State, Where a title
(patent, certificate, inventor's certificate, utility certificate) of
addition, is sought, or where the applicant wishes the interna-
tional application to be treated in any designated State as an
application for a continuation or a continuation-in-part, the fact
must be indicated together with an identification of the parent
application (PCT Rules 4.1(b)(v), 4.13 and 4.14). This indica-
tion is placed in the Supplemental Box and should be clearly
identified as continuing information from Box V regarding the
designation of a specific State. See > MPEP<§ 1820.07.

1820.06 Priority [R-2]

PCT Article 8
Clalming Priority

(1) The imemational application may contain s declaration, as prescribed
inthe Regulations, claiming the priority of one or more earlicr spplications filed
inorforany country party tothe Paris Convention for the Protection of Industrial
Property.

(2)(») Subject to the provisions of subparagraph (b), the conditions for,
and the effect of, any priority cleim declared under paragraph (1) shall be as
provided in Article 4 of the Stockholm Act of the Paris Convention for the
Protection of Industrizl Property.

(b) The intermational application for which the priority of one or more
carlier applications filed in or for a Contracting State is claimed may contain the
designation of that State. Where, in the intemational application, the priority of
one or more national applications filed in or for a designated State is claimed,
or where the priority of an international application having designated only one
State is claimed, the conditions for, and the effect of, the priority claim in that
State shall be govemed by the national law of that Siate.

PCT Rule 4.19 Priority Claim

(8) The declaration referred to in Article 8(1) shall be made in the request;
it shall consist of a statement to the effcct thet the priority of sn carlier
application is claimed and shall indicate:

(i) when the earlier application is not & regional or an intemational
application, the country in which it was filed; when the earlier application is a
regionzl or an intemational application, the country or countries for which it was
filed,

(ii) the date on which it was filed,

(iii) the number under which it was filed, and

(iv) when the earlier application is a regional or an intemational applice-
tion, the national Office or intergovemmental organization with which it was
filed.

(b) If the request does not indicate both

(i) when the earlier application is not & regional or an intemational
application, the country in which it was filed; when the earlier application 1 a
regional or an interational application, at least one country for which it v as
filed, and

(ii) the date on which it was filed,

the priority claim shall, for the purposes of the procedure underthe Treaty,
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be considered not to have been made except where, resulting from an obvious
ervor, the indication of the said country or the said date ismissing ot is erroneous;
whenever the identity or correct identity of the said country, or the said date or
the correct date, may be established on the basis of the copy of the eardier
application which reaches the receiving Office before it transmitz the record
copy to the Intemnational Bureau, the error shail be considered as an obvious
CITOF.

(c) If the application number of the earlier application is not indicated in
the request but is fumished by the applicant to the International Bureau or to the
receiving Office priorto the expiration of the 16thmonth from the priority date,
it shall be considered by all designated States 10 have been fumished in time.

(d) If the filing date of the earlier application as indicated in the request
does not fall within the period of one year preceding the intemnational filing date,
the receiving Office, or, if the receiving Office has failed 10 do so, the Intema-
tional Bureau, shall invite the applicant to ask cither for the cancellation of the
declaration made under Anticle 8(1) or, if the date of the earlicr application was
indicated erroncously, for the correction of the date so indicated. If the applicant
failg 10 act accordingly within onc month from the dste of the invitation, the
declaration made under Article 8(1) shall be cancelled ex officio.

(e) Where the priorities of several carlier applications are claimed, the
provisions of paragraphs (a) to (d) shall apply to each of them.

PCT Ruie 320"

Withdrawal of the Priority Claim
Rule 32,1 Withdrawals

(a) The applicant mmay withdraw the priority claim made in the intema-
tional application under Article 8(1) at any time before the intemational publi-
cation of the international application.

(b) Where the international application containg more than one priority
claim, the applicant may exercise the right provided for in paragraph () in
respect of one or more or all of them.

(¢) Where the withdrawal of the priority claim, or in the case of more than
one such claim, the withdrawal of any of them, causes a change in the priority
date of the intemnational application, any time limit which is computed from the
original priority date und which has not already expired shall be computed from
the priority date resulting froin that change. In the case of the time limit of 18
months referred 1o in Anticle 21(2)(a), the Intemationsl Buresu may neverthe-
less proceed with the intemational publication on the basis of the said time limit
as computed from the original priority date if the notice effecting withdrawal
reaches the International Burcau during the period of 15 days preceding the
expiration of that time limit,

(d) For any withdrawal uinder paragraph (a), the provisions of Rule 32.1(c)
shall apply mutatis mutandis,

PCT Adminlstratlve Instructions Scetlon 302
Priority Clalin Consldered Not To Have Been Made

Where, owing 1o failure to meet the requirements of Rule 4.10(b), the
priority cluim is, for the purposes of proceduse under the Treaty, considered not
to have been inade, the receiving Office shall indicate tha fact in the intema-
tional application by enclosing the box in the request Form which provides for
the information conceming the priority claim (or, where the priorities of several
carlicr applications sre claimed and not all those priority claims are considered
not to have been made, the relevant part of the said box) within square brackets
and entering, in the margin, the words “NOT TO BE CONSIDERED FOR ¢CT
PROCEDURE?" or their equivalent in the language of publication of the inter-
national epplication, and shall notify the applicant accordingly. If copies of the
international application have already been sent to the Intemational Buresu and
the International Scarching Authority, the receiving Office shall also notify that
Burcau and that Authority,

PCT Administrative Instructions Section 314
Manner of Indicatlng and Notificatlon of Correctlon of the
Prierity Date or Cancellatlon of the Priorlty Clalm

(a) Where, in reply to an invitation issued by the receiving Office under
Rule 4.10(d), the applicunt corrects the erroncously indicated filing date of any
carlier application, the receiving Office shall enter the corvected date in the
request, draw & line through the previously entered date while still leaving it
legible and enter, in the margin, the letters “RO."

(b) Where, under Rule 4.10(d), the receiving Office cancels the declara-
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tion made under Anticle 8(1 ), that Office shall enclose the box in the request Form
which provides for the information conceming the priority claim (or, where the
priorities of several earlier applications are claimed and not all thoge priority
cleims are cancelled, the refevant part of the said box) within square brackets and
enter, in the margin, the words"CANCELLED ON REQUEST OF APPLI-
CANT" or *CANCELLED EX OFFICIO BY RQO,"” as the case may be, or their
equivalent in the language of publication of the intemational application.

(c) The applicant and, if copies of the intemnational application have already
been sent to the Intemationel Bureau and the Intemational Searching Authority,
that Bureau and that Authority shall be notified by the receiving Office of any
correction or cancellation effected under Rule 4.10(d) by the receiving Office.

PCT Administrative Instructions Section 402
Manner of Indicating and Notificatlon of Correction of the
Priority Date or Cancellation of the Priority Claim

(a) Where, in reply to an invitation issued by the Intemational Bureau under
Rule 4.10(d ), the applicant corects the erroneously indicated filing date of any
earlier application, the Interational Buresu shell enter the corrected date in the
request, draw & line through the previously entered date while still leaving it
legible and enter, in the margin, the words “INTERNATIONAL BUREAU".

(b) Where, under Rule 4.10(d), the International Bureau cancels the
declaration made under Ariicle 8(1), that Buseau shall enclose the box in the
request form which provides for the information conceming the priority claim
(or, where the priorities of several earlier applications are claimed and not ail
those priority claims sre cancelled, the relevant part of the said box) within
square brackets and enter, in the margin, the words “CANCELLED ON RE-
QUEST OF APPLICANT” or “CANCELLED EX OFFICIO BY THE INTER -
NATIONAL BUREAU," a8 the cese may be, or their equivalent in the language
of publication of the international application.

{(c) The applicant, the receiving Office and the Intemational Searching
Authority shall be naified by the Intemational Buresu of any correction or
cancellation effected under Rule 4,10(d) by the Intemnational Bureau.

(d) Any designated QOffice which has been notified vnder Rule 24.2(a) of
the receipt of the record copy shali be notified by the International Bureau of any
correction of cancellation effected under Rule 4.10(d) by the receiving Office or
the Intemnational Burcau.

PCT Administrative Instructions Sectlon 408
Prierity Application Number

() If the application number of the earlier application referred to in Rule
4.10(c) (priority application number) is fumnished within the prescribed time
limit, the Intemnational Bureau shall enter the said number in the space provided
therefor in the request Form, unless already done by the receiving Office under
Section 319,

(b) If the priority application number is furnished after the expiration of the
prescribed time limit, the Intemational Bureau shall inform the spplicant and the
designated Offices of the date on which the said number was furnished . It shall
indicate the said date in the intemational publication by including on the front
page of the pamphlet next to the priority application number the words “FUR-
NISHED LATEQON.... (date),” and the equivalent of such words in the language
in which the intemational application is published if that language is other than
English.

(c) If the priority spplication number has not been furnished at the time of
the completion of the technical preparations for intemational publicaticn, the
intemational Bureau shall indicate that fact by including on the front page of the
pamiphlet in the space provided for the priority application number the words
“NOT FURNISHED" and the equivaient of such words in the lariguage in which
the intemnations) application is published if that language is other than Englih.

PCT Adminlstrative Instructions Section 409
Notification of Priority Cialm Consldered Not To Have Been
Made

Where the Intemational Bureau notes that the receiving Office has failed
to notify the applicant as provided in Section 302, it shell send a notification to
the same effect 1o the applicent, the receiving Office and the Intemational
Searching Authority.

35 U.S.C. 368 Right of prierity; beneflt of the filing date of
prior applicstion,

(2) In accordance with the conditions and requirements of section 119 of
this title, a national application shall be entitled 1o the right of priority based on
a prior filed international application which designated at least one countsy
other than the United States.

(b) In accordance with the conditions and requirement of the first para-
graph of section 119 of this tide and the treaty and the Regulations, an
intemational application designating the United States shall be entitled to the
right of priority based on a prior foreign application, or & prior intemational
application designating at least one country other than the United Staies.

(c) In accordance with the conditions and requirements of section 120 of
this tite, an intemational application designating the United States shall be
entitled to the benefit of the filing date of & prior national application or & prior
international application designating the United States, and a national applica-
tion shall be entitled to the benefit of the filing date of a prior intematicnal
application designating the United States. If any claim for the benefit of an
earlier filing date is based on a prior international application which designated
but did not originate in the United States, the Commissioner may require the
filing in the Patent and Trademark Office of a certified copy of such application
together with a translation thereof into the English language, if it was filed in
another language.

Anapplicant who claims the priority of one or more carlier
national or international applications for the same invention
must indicate, in the Request at the time of filing the interna-
tional application, the country in or for which the application
was filed, the date on which it was filed, and its application
number. (PCT Article 8 and PCT Rule 4.10) When the carlier
application is a regional or an international application, the
applicant must also indicate the national Office or intergovern-
mental organization with which it was filed. If the number
cannot be indicated in the Request at the time of filing of the
international application, it must be furnished to the Interna-
tional Bureau at the latest by the expiration of sixtcen months
from the priority date.

The applicant may withdraw any priority claim made in the
international application until the mwmauonal publication of
the international application (PCT Rule 32%), If the signed
notice containing the withdrawal of any priority claim causes a
change in the priority date of the iniernational application (for
the definition of “priority date,” see PCT Article 2(xi)), any
time limit whichis computed from the original priority date and
which has not yet expired — for example, the time limit before
which processing in the national phase cannot start — is com-
puted from the priority date resulting from lhe said change.
Further details are provided in PCT Rule 32%

The date of the filing of the priority apphcauon should be
given by indicating the number of the day by two digits, the
name of the month spelled out in full and the number of the year
in four digits, for example, 05 October 1978 (PCT Administra-
tive Instructions, Section 110). The name of the country of
filing should be cither the official name or accepted short title
listed in Annex A of the PCT Administrative Instructions. 35
U.S.C. 365 provides for recognition of priority claims in
international applications.

Applicantisrequired to file a certified copy of each priority
application. For particulars, se¢c > MPEP<§ 1828.

1820.07 Parent Application or Grant

PCT Rule 6.13 Idoniification of Parens Application or Parent
Gramt

If the applicant wishes his intermational application to be treated, in any
designated State, as an applicetion for a patent or certificate of addition,
inventor's certificate of addition, or wtility centificete of addition, he shall
identify the parent application or the parent patent, parent inventor’s centificats,
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or parent wtility certificate to which the patent or certificate of addition,
inventor's ceriificate of addition, or utility centificate of addition, if granted,
relates. Vor the purposes of this paragraph, Article 2(ii) shall not apply.
PCT Rule 4 .14 Continuation or Continuation-in-Part

If the applicant wishes hiz intemuational application to be treated, in any
designated State, as an application for a continuation or a continuation-in-par
of an carlier application, he shall so indicate in the request and shall identify the
parent application involved.

Box No. V and the Supplemental Box should be used where
the applicant has an carlicr application in a country designated
in the international application and where special title or treat-
ment of the international application is desired. For example, if
the applicant has a pending United States application, the
international application could contain additional subject mat-
ter and be treated as a continuation-in-part in the United States,
if the United States is designated in the international application
(PCTRule4.14). In this example, the entrics tobe placed in Box
No. V would be as follows: “United States of America; continu-
ation-in-part; and in the Supplemenial Box, the entry “Continu-
ation of Box No. V, Parent application for U.S. designation:
United States of America, 20 May 1981, 222,222" should be
inscrted.

1820.08 Earlier International or International-
Type Search

PCT Rule 4.11 Reference to Earlier Search

If an intemational or international-type search has been requested on en
application under Anicle 15(5) or if the applicant wishes the International
Searching Authority to base the intemations! search report wholly or in part on
the results of & search, other than an international or intemational-type scarch,
made by the national Office or intergovernmental organization which is the
Intemational Searching Authority competent for the intemational application,
the request shall contain & reference 1o that fact. Such reference shall either
identify the application (or ite translation, as the cagce may be) in respect of which
the earlier scarch was made by indicating country, date und number, or the said
search by indicating, where applicable, date and number of the request for such
search,

The United States Patent and Trademark Office performs
an international-type scarch on all U.S. national applications
filed on and after June 1, 1978. No specific request by the
applicant is required and no number identifying the interna-
tional-type scarch is assigned by the Office. All carlier U.S.
applications referred to in Box No. VI and Box No. VII as well
as all U.S applications referred to in separate transmittal letters
will be considered by the Office.

Box No. VI should be used to identify related international
applications and U.S. national applications.

1820.09 Different Applicants for Different
Designated States [R-5]

In any international application, ditferent applicants may
be indicated for different designated states. This possibility isof
greai practical importance since, for the purposes of the United
States of America, the applicant must be the inventor, whereas,
for the purposes of the other countries currently members of the
Treaty, no such requircment exists (PCT Article 9(3), PCT
Ruies 4.6(c) and 18.4 and 35 U.S.C. 373). Where there arc
several applicants, at least one of them must qualify 1o file an
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international application for each designated Sute (PCT
Rules18.3, 18. 4(a) and (b)).

If it is desired that different applicants be indicated for
different designated countries, for example, in an application
designating the United States, Sweden and Switzerland, for the
purposes of the United States, the inventor must be the appli-
cant. If the invention has been assigned, the assignee may wish
to be the applicant for Sweden and Switzerland. If in this
cxample, “A” is the assignee and “B” is the inventor, “A” and
“B” must both be indicated as applicants, A as“ Applicant only”
in Box No. Il and B as “applicant and inventor” in Box No. 111
The sub-boxes at the bottom of Box No. If and 111 of the Request
are uscd to identify different applicants for different designated
countrics. In Box No. IIl, “B" would be indicated as the
applicant for the United States of Americaand in Box No. II"A”
would be indicated as the applicant for Sweden and Switzerland
by checking the box labeled “all designated States except the
United States of America”. It should be noted that both “A” and
“B” must also sign the Request form or a power of attomney if the
Request is signed by an attorney or agent.

1820.10 Different Inventors for Different
Designated States

Where, because of the provisions of the national law in the
diffcrent designated States, it is necessary to indicate different
inventors for different designated States, such information
should be placed in the Supplemental Box as continuing infor-
mation from Box II, I, or II and 11 as the case may be and be
labeled “Different Inventors for Different Designated States.”
(PCT Raule, 4.6(c)). Names of inventors should be indicated
family name first. The States should be named by cfficial titles
or accepted short titles as listed in Annex A to the PCT Admini-
stration Instructions.

1820.11 Signature of Applicant |R-5]

PCT Rule 4.15 Signature
The request shall be signed by the applicant.

The request form of an international application must be
signed. The supplemental box may be used if Box No. VIil has
insufficient room for all signatures.

Each applicant must sign cither the Request form or a
power of attorney appointing the agent named in Box IV of the
Request. If the latter, the attorney must sign the Request on
behalf of the applicant or applicants signing the scparate power
of attorney. Each signaturc appearing in Box V11 should appear
over the typed name and title of the person signing.

For provisions conceming representation and for particu-
lars regarding powers of attomey see > MPEP< §1808.

1820.12 Check List [R-2]

PCT Admintstrative Instructions Section 313
Documents Flled with the Iaternational Application; Manner of
Marking the Necessary Annotations In the Check List

(a) Any power of attomey and any priority document filed with the
intemationsl application referred to in Rule 3.3(a)(ii) shall accompany the
record copy; any other document referred to in that Rule shall be sent only at the
specific request of the Intemational Burezu. If any document referred to in Rule
3.3(a)(ii) which is indicated in the check list as sccompanying the intemational
application is not, in fact, filed at the latest by the time the record copy leaves
the receiving Office, that Office shall so note on the check list and the said
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indication shall be considered a3 if it had not been made,

(b) Where, under Rule 3.3(b), the receiving Office itself fills in the check
list, that Office shall enter, in the margin, the words 1" LLED IN BY RO, or
their equivalent in the language of publication of the it :mational application.
Where only some of the indications ere filled in by the receiving Office, the said
words and each indication filled in by that Olffice shull be identified by an
usterisk.

When calculating the list of pages, the Notes to the Request
and the fee calculation sheet, form PCT/RO /101 Annex, arc not
counted. Any supplemental sheet used for continuing material,
however, is counted.

Items which accompany the international application
should be identificd in this portion. If transmittal form PTO-
1382 is used, itshould be referred to as “transmittal letter” under
item 7 in Box No. IX.

The figure of drawing which applicant considers o best
illustrate the invention should be identified in Box No. 1X for
publication in the >PCT< Gazette and on the front page of the
pamphlet, The figure selection will be reviewed by the Interna-
tional Scarching Authority. When the international application
contains only onc figure which the applicant wishes 10 have
published, the word “sole” should be typed in the space.

The lower box following Box No. IX is to be filled in by the
Receiving Office only to indicate whether drawings are missing
upon filing. (PCT Administrative Instructions, Scction 310(g).)

ASSIGNMENT DOCUMENT

An assignment document, or a copy thercof, may be filed
with the International application, The Check List of the Request
form, Box No. IX, item 7, should be marked to indicate that an
assignment document has accompanicd the International appli-
cation on filing. (PCT Rule 3.3(a)(ii)) The assignment document
will be transmitted with the Record Copy of the application to the
International Burcau,

It should be noted that U.S. Patent and Trademark Office
records assignments only for International applications in which
the United States is named asa designated State, (37CFR 1,331),

The assignment instrument for an International application
mustinclude the indication that the application to which itrelates
isan international application designating the United States, The
assignment instrument and the prescribed fee for recording (37
CFR 1.21) may be filed together with the International applica-
tion. The Receiving Office will route the instrument and fee 10
the appropriate organizations for recording.

1823 The Description [R-2]
PCT Articte §
The Descrlption
The description: shall disclose the invention in @ mannor suflficiently cleer
and complete for the invention to be carried out by & person skilled in the art.

PCT Rule §
The Desceription
5.1 Manner of the Description

() The description shall first state the title of the invention as appearing in
the request and shall:

(i) specify the wechnical field to which the invention relatos;

(it} indicate the background ant which, as far us known o the applicam, can
be regarded as useful for the understanding, scarching end exam nation of the
invention, and preferably, cite the documents reflecting such ast;

(iit) disclose the invention, as claimed, in such terma that the technical
probiem (even if not expressly stated as such) and its solition can be undersiood,
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and state the advantageous effects, if any, of the invention with reference to the
background an;

(iv) briefly describe the figures in the drawings, if any;

(v) se1 forth at least the best mode contemplated by the applicant for
carrying out the invention claimed; this shall be done in s of exemples,
where appropriete, snd with reference 1o the drawings, if any; where the
national law of the designated State does not require the descriplion of the best
mode but is satisfied with the description of any mode (whether it is the best
comemplated or not), failure to describe the best mode contemplated shall have
no effect in thet Siate;

(vi) indicate explicitly, when it is not obvious from the description or
neture of the invention, the way in which the invention is capable of exploitation
in industry and the way in which it cun be made and used, or, if it can only be
uged, the way in which it can be used; the tenn “industry” is to be understood
in its broadest sense as in the Paris Convention for the Protection of Industrial
Property.

(b) The manner and order specified in paragraph (a) shall be followed
except when, because of the nature of the invention, a different manner or a
different order would result it betier understanding end & more economic
presentation.

(¢) Subject 1o the provisions of paregraph (b), cach of the pans referred
to in paragraph (a) shall preferably be preceded by an appropriate heading
as suggested in the Administrative Instructions.

37 CFR 1.435 The description.

(a) Requirements asto the content and formn of the description are set forth
in PCT' Rules 5,9, 10 and 11 and Administrative Instraction 204, and shall be
adhered to,

(b) In internationsl applications designating the United States the de-
scription must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the cluimed invention.

PCT Admintstrative lnstroctions Section 204
Heoudinga of the Parts of the Description

‘The headings reforred to Rule 5.1(c) should be as follows;

(i) for matter referred to in Rule 5.1(a)(), “Technical Field™;

(it) for matter referred to in Rule 5.1(a)(ii), “Background An'™;

(iii) for matter refer red to in Rule §,1(a)(ii), *Disclosure of Invention”;

(iv) for matter referred to in Rule 5.1(a)(iv), “Brief Description of
Drawings";

(v) for matter referred to in Rule 5.1(a)(v), " Best Mode for Carrying Out
the Invention™, or, where appropriate, *Mode(s) for Carrying Out the Inven-
tion";

(vi) for mauer referred 1o in Rule 5.1(a)(vi), “Indusirial Applicability.”

The description must “disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art” (PCT Article §). PCT Rule §
contains detailed requirements as to the “manner and order” of
the description, which, generally, should consist of six parts
under the following headings: “Technical Field,” “Background
Art,” “Disclosure of Invention,” “Brief Description of Draw-
ings,” “Best Mode of Carrying Out the Invention,”” Industrial
Applicability” (PCT Administrative Instruction Section 204.)
The description must begin with the title of the invention as
stated in Box No.Tof the Request. (PCT Rule §.) Every fifth line
of typing may be numbered along the left hand side to the right
of the margin, (PCT Rule 11.8). Both the line numbers and the
text should be between the left and right margins. The page
numbers must be placed at the top of the page but not in the top
margin, (PCT Rule 11.6 (¢).) If the United States of Amcrica is
designated, the best mode contemplated by the inventor for
carrying out the invention must be included in the description
(37 CFR 1.435).
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1823.01 Reference to Deposited
Microorganism [R-2]
PCT Rule 13"

Microblologicel Irnventions
13%8.1 Definition

For the purposes of this Rule, “reference to a deposited inicroorganism”
means particulars given in an intemational application with respect to the
deposit of a microorganism with a depositary institution or to the microorgan-
ism go deposited.

13%22 References (General)

Any reference to & deposited microorgenism shall be made in accordance
with this Rule and, if so made, shall be considercd as satisfying the requirements
of the national law of each designated State .
13bie 3 References: Contents; Failure to Include Refevence or Indication

(a) A reference to & deposited microorganism shall indicate,

(i) the neme and address of the depositary institution with which the
deposit was made;

(ii) the date of deposit of the microorganism with that institution;

(ii) the accession number given to the deposit. by that institution; and

(iv) any edditional matter of which the Intemational Buresu has been
notified pursuant io Rule 13%8.7¢2)(1), provided that the requircnent to indicate

that matter was published in the Gazette in accordance with Rule 1372 7(c) at

lesst two months before the filing of the intermational application.

(b) Pailure to include & reference to & deposited microorganism or failure
to include, in & reference to & deposited microorgenism, an indication in
accordance with peragraph (a), shall have no consequence in any designated
State whose national law does not require such reference or such indication in
a national applicetion,

13¥8.4 References: Time of Furnishing Indications
If any of the indications referred to in Rule 13 .3(a) is not included in

areferenceto a deposited microorgenism in the international application as filed
but is furnished by the applicant to the Intemational Buresu within 16 months
sfter the priority date, the indication shall be considered by any designated
Office to have been fumished in time unlegs its national law requires the
indication to be fumished st an earlier time in the casc of a national application
«nd the Intemational Bureau has been notified of such requirement pursuant 1o
Rule 13¥8.7(a)(ii ), provided that the Intemationgl Bureau has published such

requirement in the Gazeite in accordance with Rule 13*%.7(c) at least two

months before the filing of the intemational application. In the event that the
applicant makes & request for exrly publication under Anicle 21(2)(b), however,
any designated Office may consider sny indication not fumished by the time
such request is made as not having been fumished in time. Irrespective of
whether the spplicatle time limit under the proceeding seatences has been
cbserved, the Intemational Buresu shall notify the applicant and the designated
Offices of the date on which it has received any indication not included in the
intemational application as filed. The International Buresu shall indicate that
date in the intemational publication of the intemational application if the
indication has been furnished 10 it before the completion of technical prepara-
tions for intemational publication.

13%8.5 References and Indications for the Purposes of One or More Designated

States; Different Deposits for Different Designated States, Deposits with De-
positary Institutions Other Than Those Notified

(&) A reference to & deposited microorganism shall be considered 1o be
made for the purposes of all designated States; unless it is expressly made for
the purposes of cenain of the designated States only; the same applies to the
indications included in the reference.

(b) References to different deposits of the microorganism may be made
for different designated States.

(c) Any designated Office shall be entitled 1o disregard a deposit made
with a depositary institution other than one notified by it under Rule 13bis.7(b).
13°8.6 Furnishing of Samples

{a) Where the international application containg a reference o a deposited
microorganism, the applicant shall, upon the request of the Intemational Search-
ing Authority of the Intemational Preliminary Examining Authority, authorize
and aseure the fumishing of & sample of that microorganism by the depositary
institution to the said Authority, provided that the said Authority has notified the
Intemational Bureau that it may require the fumishing of samples and thas such
samples will be used solely for the purposes of intemational search or intermna-
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tional preliminary examination, as the case may be, and such notification has
been published in the Gazette.

(b) Pursuant 1o Anticles 23 and 40, no fumishing of samples of the
deposited microorganism to which a reference is made in an intemational
application shall, except with the authorization of the applicant, tzke place
before the expiration of the applicable time limits afier which national process-
ing may startunderthe said Articles. However, where the applicant performs the
ucts referred o in Articles 22 or 39 after intemational publication but before the
expiration of the said time limits, the fumishing of samples of the deposited
microorganism may take place, once the said acts have been performed.
Notwithstending the previous provision, the fumishing of samples from the
deposited microorganism may take place under the national law applicable for
any designated Office as soon as, under that law, the international publication
has the effects of the compulsory national publication of &n unexamined
national application.

13%%.7 National Requirements: Notification and Publication

(a) Any national Office may notify the Intemational Bureau of any
requirement of the national law,

(i) that eny matter specified inthe notification, in addition to those referred

to in Rule 13%*.3(a) (i), (ii) and (iii), is required to be included in reference to

a deposited microorganism in a national application,

(ii) that one or more of the indications referred 10 in Rule 134.3(a) are
required to be included in a national application as filed or are required to be
fumished at a time specified in the notification which is earlier than 16 months
after the priority date.

(b) Each national Office shall notify the Intemational Buresu of the
depositary institutions with which the national law permits deposits of niicro-
organisms to be made for the purposes of patent procedure before that Office or,
if the national law does not provide for or permit such deposits, of that fact.

(c) The Intemational Bureau shall promptly publish in the Gazette re-
quirements notified to itunder paragraph (a) and information notified to it under

paragraph (b).

PCT Administrative Instructions Section 209
Indications as to Deposited Microorgenisms on a Separate Sheet

(2) To the extent that &ny indication with respect to a deposited microor-
ganism ig not contained in the description, it may be given on a separate sheet.
Where any such indication is so given, it shall preferably be on the form provided
in Annex I as form PCT/RO/134 and, if fumnished at the time of filing, the said
form shall, subject to paragraph (b), preferably be attached to the request and
referred to in the Check List referred to in Rule 3.3(a)(ii).

(b) For the purposes of the Japanese Patent Office, when Japan is desig-
nated, paragraph (a) applies only to the extent that the said form or sheet is
included as one of the sheets of the description of the internautional application
at the time of filing.

1824 The Claims [R-2]

PCT Article 6
) The Clalms
The claim or claims shall define the matter for which protection is sought.
Claims shall be clear and concise. They shall be fully supporied by the
description.

PCT Rule 6
Tke claling
6.1 Number and Numbering of Claims
{z) The number of the cleims shall be reasonable in consideration of the
nature of the invention claimed.
(b) If there are scveral claims, they shall be numbered consecutively in
arabic numerals.
{c) The method of numbering in the case of the amendment of claims shall
be govemed by the Administrative Instructions.
6.2 References to Other Parts of the International Application
(=) Claims shall not, except where absolutely necessary, rely, in respect
of the technical features of the invention, on references to the description or
drawings. In particular, they shall not rely on such references as: “as described
in part . . . of the description,” or “as illustraied in figure . . . of the drawings."”
(b) Where the internationsl application contains drawings, the technical
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features mentioned in the claims shall preferably be followed by the reference
signs relating 1o such features. When used, the reference signs shall preferably
ke placed between parentheses, If inclusion of reference signs does not pariicu-
larly facilitate quicker understanding of a claim, it should not be made. Reference
signs may be removed by a designated Office for the pumposes of publication by
such Office.

6.3 Manner of Claiming

(8) The definition of the matter for which protection is sought shall be in
terms of the technical features of the invention.

(b) Whenever appropriate, claims shall contain:

(i) a statement indicating those technical features of the invention which
are necessary for the definition of the claimed subject matier but which, in
combination, are part of the prior art.

(ii) a characterizing portion - preceded by the words “characterized inthat,”
“characterized by,” “wherein the improvement comprises,” or any other words
to the same effect -stating concisely the technical features which, in combination
with the features stated under (i), it is desired 10 protect.

(c) Where the national law of the designaicd State does not require the
manner of claiming provided by paragraph (b), failure to use thet manner of
claiming shall have no effect in that State provided the manner of claiming
actually used satisfies the national law of that State.

6.4 Dependent Claims

(a) Any claim which includes all the features of one or more other claims
(claim in dependent form, hereinafter referred 10 as “dependent claim'™) shall
do so by a reference, if possible at the beginning, tothe other ¢laim or claims and
shall then state the additional feature claimed, Any dependent clam which refers
to more than onc other claim (“multiple dependent claim™) shall refer 1o such
claims in the aliemnative only. Multiple dependent claims shall not serve as a basis
for any other multiple dependent claim. Where the national law of the national
Office acting as Intemnational Searching Authority does not allow multiple de-
pendent claims to be drafted in a manner different from that provided for in the
preceding two sentences, failure 1o use that manner of claiming may result in an
indication under Aniicle 17(2)(b) in the intemational search report. Failureto use
the said manner of claiming shall have no cffect in & designated State if the
manner of claiming actually used satisfies the national law of that State.

(b) Any dependent claim shall be construed as including all the limitations
contained in the claim to which it refers or, if the dependent clain is 2 inultiple
dependent claim, all the limitations contained in the panicalar clain in relation
to which it is considered,

(c) All dependent claims referring back to a single previous claim, snd all
dependent claims referring back to several claims shall be grouped ogether to
the extent and in the most practical way possible.

6.5 Utility Models

Any designated State in which the grant of & utility model is sought on the
basis of an intemationa) application may, instead of Rules 6.1 10 6.4, apply in
respect of the matiers regulated in those Rules the provisions of its national law
conceming utility models once the processing of the intemational application
has staried in that State, provided that the applicant shail be allowed at least two
months from the expiration of the time limit applicable under Article 22 to adapt
his application 10 the requirements of the said provisions of the national law.

sPCT Administrative Instructlons Section 205
Numbering and Identificatfon of Clalms Upon
Amendment

(a) Amendments to the claims under Article 19 or Article 34(2)(b) may be
made either by cancelling one or more entire claims, by adding one or more new
claims orby amending the text of one or more of the claims as filed. Allthe claims
appearing on & replacement sheet shall be numbered in atabic numerals, Where
a claitn ig cancelled, no renumbering of the other claims shall be required. In all
cascs where claims are renumbered, they shall be renumbered consecutively.

(b) The applicant shall, in the letter referred to in the second and third
seniences of Rule 46.5(z) or of Rule 66.8(a), indicate the differences between the
claims as filed and the claims as amended. e shall, in particular, indicate in the
said letter, in connection with each claim appearing in the intemationat applica-
tion (it being understood that identical indications conceming several claims
may be grouped), whether:

(i) the claim is unchanged;

(if) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaces one or more claims as filed;

(v) the claim is the result of the division of a claim as filed,.<%*
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37 CFR 1.436 The clalms.

‘The requirements as to the content and format of claims are get fosth in
PCT An. 6and PCT Rules 6,9, 10 end 11 and shall be adhered to. ‘The number
of the claims shall be reasonable, considering the nature of the invention
claimed.

The claim or claims must “define the matter for which
protection is sought. Claims shall be clear and concise. They
shall be fully supported by the description” (PCT Article 6).
PCT Rule 6 contains detailed requirements as to the number and
numbering of claims, the extent to which any claim may refer
to other parts of the international application, the manner of
claiming and dependent claims. As to the manner of claiming,
generally and wherever appropriate, the claims must consist of
two distinct parts, the statement of the prior art and the state-
ment of the features for which protection is sought (“the char-
acterizing portion™),

Multiple dependent claims are permitted in international
applications if they are in the alternative only and do not scrve
as a basis for any other multiple dependent claim (PCT
Rule6.4(a), 35 U.S.C. 112). Theclaims, being an clement of the
application, should start on a new page (PCT Rule 11.4). Page
numbers and linc numbers must not be placed in the margins
(PCT Rule 11.6(c)).

The number of claims shall be reasonable, considering the
nature of the invention claimed (37 CFR 1.436).

1825 The Drawings [R-2)
PCTE Article 7
The Drawings
(1) Subject 10 the provisions of parsgraph (2)(ii), drawings shall be
required when they are necessary for the understanding of the invention.
(2) Where, without being necessary for the understanding of the inven-
tion, the nature of the invention admits of illustration by drawings:
(i) the applicant may include such drewings in the intemational applics-
tion when filed.
(i) any designated Office may require that the spplicant file such
drawings with it within the prescribed time limit.

PCT Rule 7
The Drawings

T.1 Flow Sheets and Diagrams

IMlow sheets and dingrams are considored drawings.
7.2 Time Limit

The time limit referred to in Anticle 7(2){ii) shal} be reasonable under the
circumstances of the case and shall, inno case, be shorterthan two months from
the date of the written invitation requiring the filing of drawings or additional
drawings under the said provision,

PCT Administrative Instructions Section 310
Procodure in the Case of Mlsslng Drawlngs

(a) Where the intemationsl application refers 1o drawings which in fact
are not included in that application, the receiving Office shall make the
indication referred to in Rule 26.6(a) by an appropriate marking of the request
Form.

(b) Section 309(e) shall apply also in the case of drewings received by the
receiving Office on a date later then the dste on which sheets were first received
by that Office.

(c) The receiving Offics shall, in the case of missing drawings received
within the time limit referred to in Rule 20.2()iii):

(i) effect the required comrection of the internationsl filing date, or,
where no intemnational filing date has yet been accorded, of the date of receipt
of the purported intemational application, and delste the indicetion mede under
paragraph (a) above;
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(ii) notify the applicant of the correction effected under item (i) , sbove;

(iii) where transmittals under Asticle 12(1) have already been made,
natify the Internationsl Bureau and the Intemational Searching Authority of any
correction effected under item (i), above, by transmitting & copy of the corrected
first page of the request, and forward copies of the later submitted drawings to
the said Bureau and the seid Authority;

(iv) where transmittals under Article 12(1) have not yet been meade, attach
& copy of the later submitted drawings to the record copy &nd the search copy.

(d) The receiving Office shall, in the case of missing drawings received
after the expiration of the time limit referred to in Rule 20.2(a)(ii) :

(i) notify the applicant of the fact and of the date of receipt of the luter
submitted drawings;

(ii) where transmittals under Anticle 12(1) have alrcady been made,
forward a copy of the later submitted drawings to the Intemational Burean with
the indication that such drawings and any reference to such drawings are not to
be taken into congideration for the purposes of international processing;

(iii) where transmitials under Anticle 12(1) have notyet been made, attach
a copy of the lster submitted drawings to the record copy withthe indication that
such drawings and any reference to such drawings are not 1o be taken into
consideration for the purposes of intemational processing.

37 CFR 1.437 The drawlngs.

(a ) Subject to paragraph (b) of this section, when drawings are necessary
for the understanding of the invention, or are mentioned in the description, they
must be part of an intemationsl pplicution as originally filed in the United
States Receiving Office in order to meintain the intemational filing dste during
the national stage (PCT An. 7).

(b) Drawings missing from the application upon filing will be accepted if
such drawinge ere received within 30 days of the date of first receipt of the
incomplete papers. If the missing drawings are received within the 30-day
period, the international filing date shall bo the date on which such drawings are
received. If such drawings ere not timely received, all references to drawings in
the intemnational application shall be considered non-existent (PCT Art. 14(2),
Administrative Instruction 310).

((c) The physical requirements for drawings are set forth in PCT Rule 11

and shall be adhered to.

Any intcrnational application must contain drawings
“when they are necessary for the understanding of the inven-
tion” (PCT Article 7(1), 37 CFR 1.437). However, even where,
without beir-g necessary for the understanding of the invention,
the nature of the invention admits of illustration by drawings,
the applicant may include such drawings and any designated
Office may require the applicant to file such drawings during the
national (or regional) phase. Flow shects and diagrams are
considered drawings (PCT Rule 7.1), The drawing sheets must
be numbered in & separate series either as 1/3 , 2/3 , 3/3 10
indicate onc of three, two of three and three of threc or 1,2, 3,
The drawings in an international application must be on A4 size
sheets of paper which must be fiexible, strong, white, smooth,
non-shiny and durable (PCT Rules 11.3 and 11.5). The space
used for illustration on each sheet must not exceed 26.2 cm. by
17.0cm. (PCT Rule 11.6(c)). One figure of the drawings should
be indicated in the Request Box No. IX fur use on the front page
of the published application to accompany the abstract (PCT
Rules3.3(a)(iii) and 48.2(d)).

1826 The Abstract [R-2}
BCT Rute 8
The Abstract
8.1 Contents and Form of the Abstract
() The abstract shall consist of the following:

(i) a summary of the disclosure as contained in the description, the
claims, and any drawingg; the summaery shell indicate the technical field 1o
which the invention perizins and shall be drafted in a way which allows the clear
understanding of the techrical problem, the gist of the solution of that problem
through the invention, and the principal use or uses of the invention;
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(ii) where spplicable, the chemical formula which, among ell the formu-
lue contrined in the intemationsl application, best characiesizes the invention.

(b) Tue abstract shall be as concise as the disclosure permits (preferably
5010 150 werds if it is English or when translated imo English).

(c) The sbatract shall not contain statements on the alleged merits or value
of the claimed invention or on its speculative application.

(d) Each main technical feature mentioned in the abstract and illustreiod
by a drawing in the intemnational application shall be followed by a reference
sign, placed between parentheses.

8.2 Figure

(2) If the applicant feils 10 make the indication referred to in Rule
3.3(a)(iii), or if the Intemational Searching Authority finds that & figure or
figures other than that figure or those figures suggested by the applicent would,
among all the figures of all the drawings, better characterize the invention,
it shall, subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by the Inter-
national Bureau. In such case, the abstract shall be accompanied by the
figure or figures so indicated by the International Searching Authority.
Otherwise, the abstract shall, subject to paragraph (b), be accompanied
by the figure or figures suggested by the applicant.

(b) if the Intemational Searching Authority finds that none of the figures
of the drawings iz useful for the understanding of the sbstract, it shall notify the
Intemnational Bureau accordingly. In such case, the abstract, when published by
the International Bureau, shall notbe accompanied by any figure of the drawings
even where the applicant has made a suggestion under Rule 3.3(e)(ii).

8.3 Guiding Principles in Drafting

The ebstract shall be so drafted thet it cen efficiently serve as a scanning
tool for purposes of searching in the particuler art, especially by sssisting the
scicntist, engineer or researcher in formulating an opinion on whether there is
a need for consulting the intemational application iteelf.

37 CFR 1.438 The abstract.

(a) Requirements as to the content and form of the abstract are set forth in
PCT Rule 8, and shall be adhered to.

(b) Lack of an abstract upon filing of an intemational application will not
affect the granting of a filing date. However, failure to fumich an ebatract within
one month from the date of the notification by the Receiving Office will result
in the intemational application being declared withdravm.

The abstract must begin on a new sheet following the
claims (PCT Adminisirative Instruction Section 207). It must
consist of a summary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT Anticle 3(3)).
Where applicable, it must also coniain the most characteristic
chemical formula. The abstract must be as concise as the disclo-
sure permits (preferably 50 to 150 words in English). It must be
so drafted that it can efficiently serve as a scanning tool for the
purposes of searching in the particular art. These and other
requirements concerning the abstract are spelled out in detail in
PCT Rule 8 (37 CFR 1.438).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more that 250. Should
contain —

1. Indication of ficld of invention.

2. Clear indication of the technical problem.

3. Gist of invention’s solution of the problem.

4, Principal use or uses of the invention.

S. Reference numbers of the main technical features,

6. Where applicable, chemical formula which best charac-
terizes the invention.

Should not contain —

1. Superfluous language.

2. Legal phraseology such as “said” and “means.”
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3. Statements of alleged merit or speculative application.
4. Prohibited items as defined in PCT Rule 9.

1827 Fees [R-§]
PCT Ruie 14
The Transmittal Fee

14.1 The Transmittal Fee

(a) Any receiving Office may require that the applicant pay a fec to it, for
its own benefit, for receiving the intemational application, transmitting copies to
the Intemational Burcau and the competent International Scarching Authority,
and performing all the other tasks which it must perform in connection with the
international application in its capucity of receiving Office (“transmittal fee”),

(b) The amount and the due date of the transimittal fee, it any, shall be fixed
by the receiving Office.,

BCT Rule 15
The International Fee
15.1 Basic Fee and Designation Fee

Lach international application shall be subject to the payment of a fee for
the benefit of the International Buresu (“intemational fee") o be collected by the
receiving Office and consisting of,

(i) & “basic fee,” and

(ii) as many “ designation fees" as there are national patents and regional
patents sought by the applicant in the intemational application, except that,
where Article 44 applics in respect of a designation, only one designation fee
shall be due.

15.2 Amounts

(a) The amounts of the basic fee and of the designation fee areas set out in
the Schedule of Fees.

(b) ‘The smounts of the basic fee and of the designation fee shall be
established, for each receiving Office which, under Rule 15.3, prescribes the
psyment of those fes in & curtency or currencies other that Swiss currency, by
the Director General after consultation with that Office and in the currency or
currencies prescribed by that Office (“prescribed currency™). The amounts in
cach prescribed currency shall be the equivalent, in round figures, of the amounts
in Swiss currency set out in the Schedule of Fees. They shall be published in the
Garente.

(c) Where the amounis of the fees set out in the Schedule of Fees ere
changed, the corresponding amounte in the prescribed currencies shall be applied
from the same date as the amounts set out in the amended Schedule of Fees.

(d) Where the exchange rate beiween Swiss currency and any prescribed
currency becomes different from the exchange rate lust applied, the Director
General shall establish new amounts in the prescribed currency according to
directives given by the Assembly. The newly established amounts shall become
applicable two months after the date of their publication in the Gazette, provided
that the interested Office and the Director General may agree on & date falling
during the said two-month period in which case the said amounts shall become
applicable for that Office from that date.

15.3 Mode of Payment

The international fee skall be payable in the currency or currencies
prescribed by the receiving Office, it being understood that, when transferred by
the receiving Office to the Intemational Bureau, the amount transferred shall be
freely convertible into Swisg currency.

15.4 Time of Payment

() the basic fee shall be paid within one inonth from the date of receipt of
the international application,

(b) The designation fec shall be paid:

(i) where the internationgl application docs not contuin & priority claim
under Article 8, within one year from the receipt of the international application,

(ii) where the international epplication conteins & priority claim under
Aunticle 8, within one year from the priority date or within one month from the date
of receipt of the intemational application if that month expires aftes the expira-
tion of one year from the priority date.

(¢) Where the basic fee or designation fee is paid later than the date on
which the intemational application was received and where the amount of that
fee is in the currency in which it is,payable, higher on the date of payment {"the
higher amount™) than it was on the date on which the intemational application
was received (“the lower amoum®),

(i) the lower amount shall be due if the fee is paid within one month from
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the date of receipt of the intemational application,

(ii) the higher smount shail be due if the fee is paid later than one month
from the date of receipt of the intemational application.

(d) If, on February 3, 1984, paragrephs (a) and (b) are not compatible with
the national law applied by the receiving Office and as long as they continucto
be not compatible with that law, the basic fee shall be paid on the date of receipt
of the intemational application and the designation fee shall be paid within one
year from the priority date.

15.5 (Deleted)
15.6 Refund
(a ) The intemnational fee shall be refunded to the applicant if the deter-
mination under Article 11(1) is ncgative.
(b) In no other case shall the intemnational fee be refunded.

PCT Ruie 16
The Search Fee
16.1 Right to Ask for a Fee
(a) Each Intemnational Searching Authority may require that the
applicant pay & fee (“search fee™) for its own benefit for carrying out the inter-
nationgl search and for performing all other tasks entrusted to Intemational
Searching Authorities by the Treaty and these Regulations.

(b) The scarch fee shall be collective by the receiving Office. The said fee
shall be payable in the currency or currencies prescribed by that Office (“the
receiving Office currency"), it being understood that, if any receiving Office
currency is not the!, or one of those, in which the Intemational Searching
Authority has fixed the said fee ( “the fixed currency or currencies™), it shall,
whentransferred by the receiving Office to the International Scarching Author-
ity, be freely convertible into the cusrency of the State in which the Intemational
Scarching Authority has its headquariers (“the headquariers currency'). The
amount of the search fee in any receiving Office currency, other than the fixed
currency or currencies, shall be established by the Director General after
consultation with that Office. The amounts so established shall be the equiva-
lents, inround figures, of the amount established by the Intemational Scarching
Authority in the headquarters currency. They shall be published in the Gazette.

(c) Where the amount of the scarch fee in the headquariers currency is
changed, the corresponding amounts in the receiving Office currencies, other
than the fixed currency or currencies, shail be applied from the same date as the
changed amount in the headquarters currency.

(d) Where the exchange rate between the headquarters currency and any
receiving Office currency, other than the fixed currency or currencices, becomes
different from the exchange rate last applied, the Director General shall
cstablish the new amount in the said receiving Office currency according to
direciives given by the Assembly. The newly established amount shall become
applicable two months after its publication in the Gazette, provided that any
interested receiving Office and the Director General may agree ona date falling
during the said two-month period in which case the said amount shall become
applicable for that Office from that date.

(e) Where, in respect of the payment of the search fee in areceiving Office
currency, other than the fixed currency or currencies, the amount actually
received by the International Searching Authority in the headquarters currency
is less than that fixed by it, the difference will be paid to the international
Scarching Authority by the Intemationel Bureau, whereas, if the amount
actually reccived is more, the difference will belong to the Intermnational
Buresu.

(f) As to the time of payment of the search fee, the provisions of Rule 15.4
relating to the basic fee shall apply.

16.2 Refund

The search fee shall be refunded to the applicant if the determination

under Anticle 11(1) is negative,
16. 3 Partial Refund

Where the intemational application claims the priority of an earlier
international application which has been the subject of an intemational search
by the same Intemational Searching Authority, that Authority shall refund the
scarch fee paid in conncction with the late: internations! application to the
extent and under the conditions provided for in the agreement under Anicle
16(3)(b), if the intemational search report on the later international application
could wholly or parily be based on the results of the intemnational search
cffected on the earlier intemational application.
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PCT Rule 27
Lack of Payment of Fees
27.1 Fees (8)

For the purposes of Anticle 14(3)a), “fees prescribed under Anticle
3(4)(iv)” means: the transmittal fee (Rule 14), the basic fee part of the
intemational fee (Rule 15.1(1)), end the search fee (Rule 16),

(b) For the purposes of Anticle 14(3)(2) and (b), “the fee prescribed under
Anticle 4(2)" means the designation fee pait of the intemational fee (Rule
15.1G1)).

PCT Ruie 96
The Schedule of Fees
96.1 Schedule of Fees Annexed to Regulations
The amounts of the fees referred to in Rules 15 and 57 shall be expressed
in Swiss currency . They shall be specified in the Schedule of Fees which is
annexed to these Regulations and forms an integral pan thereof.

SCHEDULE OF FEES
(EFFECTIVE JANUARY 1, 1986)
1. Basic Fee
(Rule 15. 2(a))
if the international
application contains not more
than 30 sheets 706 Swiss francs
if the international application contains
more than 30 sheets 706 Swiss francs plus
14 Swiss francs for each
sheet in excess of 30
sheets

2. Designation Fee:
(Rule 15.2 (a)) 171 Swiss francs per
designation for which the
fec is due, with a
maximum of 1,710 Swiss
francs, any such designa
tion in excess of 10 being
free of charge
3. Handling Fee:
(Rule 57.2(s)) 216 Swiss francs
4. Supplement to the tHandling Fee:
(Rule 57.2(b)) 216 Swiss Francs
SURCHARGES
5. Surcharge for late payment:
(Rule 16*.2(a)) Minimum 268 Swiss
francs
Maximum: 674 Swiss
francs

Note that effective July 1, >1987<, the “prescribed cur-
rency” and amounts for filing in the United States Receiving
Office are in U.S. dollars as follows (PCT Rule 15.2(b)):

Basic Fee (application up to 30 sheets)............ >$485.00<
Fee for cach sheet in excess of 30 sheets.......... > $10.00<

Designation Fee (per country orregion up to ten>$120.00<
Designation Fee (for 11th and subsequent countries or
TCEIONS) v veresrrrermsavnstseniessecsonmenssarssrmsissensonssnsonsnssnseas No Charge
Applicants should check the most recent issue of the
Official Gazeute for any changes in the amounts of the fees.
Fees Associated with International Applications. — There
are three kinds of fees which must be paid to the United Stat's
Patent and Trademark Office in connection with the filing and
processing of international applications in the United States
Receiving Office:
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A transmittal fee — for the benefit of the Receiving Office

- forreceiving, processing, and ransmitting copies of the interna-

tional applications (PCT Rule 14);

A scarch fee — for the benefit of the International Search-
ing Authority for carrying out the intemational scarch and
preparing an international scarch report (PCT Rule 16); and

An international fee which includes a basic fee portion and
a designation fee portion for cach State designated — for the
benefit of the International Burcau for performing the tasks
required of it under the PCT (PCT Rule 15).

When an international application is filed with the U.S.
Patent and Trademark Office as a Recciving Office, the trans-
mitial fee, the scarch fee, and the basic fee portion of the inter-
national fee are due upon filing of the application and may be
paid within one month thereafter (35 U.S.C. 361(d)). The
designation fee portion of the international fee must be paid
within one year of the priority date >or within one month of
filing, whichever is later<.

The amounts of the transmittal fee (PCT Rule 14.1) and the
search fee (PCT Rule 16.1) set forth in 37 CFR 1.445 are
intended to cover the costs of performing the required functions
in the U.S. Patent and Trademark Qffice ard arc as follows:

TranSmMital fCC ....ovvererereereirverrveressnersessssessseserenens $170.00

Search fee ...... >$520.00<*, or >$350.00<* if a corre-
sponding U.S. national application has been filed.

The amount of the basic fec portion of the international fee
is >$485.00<* for an international application containing up (o
thirty sheets, with an additional charge of $10.00 per sheet for
each sheet in excess of thirty (PCT Rule 15.2(b)). Although all
designated States must be named at the time the international
application is filed, the payment of the designation fee portion
of the international fee need not be paid on filing but must be
paid to the Receiving Office, at the latest, within one year of the
priority date. The designation fec portion of the international fee
is> $120.00<* for each State or group of designated States for
which the same regional patent is sought (PCT Rule 15.2(b)). In
other words, only onc * designation fee is due for all countries
for which European patent protection is desired. The maximum
amount due for designation fees is >$1,200.00<*, any designa-
tion in excess of 10 being free of charge.

Fees may be paid by check (37 CFR 1.23) or be charged
against a Patent and Trademark Office Deposit Account (37
CFR 1.25).

REFUND OF FEES

There is no provision in the PCT concerning the possibility
of asking for a refund of the transmiital fee. The search fee and
the international fee (both the basic fee and the designation fees)
will be refunded where the Receiving Office refuses to“accord”
an “international filing daie” (PCT Rules 15.6 and16.2). Such
refusal will occur, gencrally speaking, where the international
application is defective in certain respects. Where a (later)
international application claims the priority of another (earlier)
U.S. national application which has been the subject of search
by the U.S. and the U.S. International Scarching Authority will
carry out the scarch on the later application, a reduced search fee
of >$350.00<* is st in respect of the later application (37 CFR
1.445(a)(2)).
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FEE CALCULATION SHEET (FORM PCT/RO/101
ANNEX

This sheet is not counted as a part of the international
application for purposes of determining the amount of the Basic
International fee (PCT Rule 15.2(a)).

The instructions for use of this form are printed on the
reverse side of the form. When calculating fees, the latest issue
of the Official Gazeute should be consulted to determine the
current level of the PCT fecs.

1827.01 Advance for Unpaid Fees [R-2]

PCT Rule 16*
Advancing Fees by the International Buresu

16%. 1 Guarantee by the International Bureau

(a) Where, by the time they are due under Rule 14.1(b), Rule 15.4 () and
Rule 16.1(f), the receiving Office finds that in respect of an intemational
application no fees were paid to it by the applicant, or that the amount paid to it
by the applicant is less than what is necessary to cover the transmittal fee, the
basic fee and the search fee, the receiving Office shall charge the amount required
to cover those fees, or the missing part thereof, to the Intemational Bureau and
shall consider the said amount as if it had been paid by the applicant at the due
time.

(b) Where, by the time they are due under Rule 15.4(b), the receiving
Office finds that in respect of an international application the payment made by
the applicant is insufficient to cover the designation fecs necessary to cover all
the designations, the receiving Office shall charge the amount required to cover
those fees 1o the International Bureau and shall consider thet smount aa if it has
been paid by the application st the duc time.

(c) The International Burcau shall transfer from time to time to each
receiving Office an amount which is expected to be necessary for covering any
charges that the receiving Office has 10 make under paragraphs (2) and (b). The
amount &nd the time of such transfers shall be determined by each receiving
Office according to its own wish. The charging of eny amount under paragraphs
(s) end (b) shall not require any advance notice to, or any agreement by, the Inter-
national Burean.

16%.2 Obligations of the Applicent, Etc.

(8) The Intemnational Bureau shal! pramptiy notify the applicant of any
amount by which it was charged under Rule 16%.1(a) and(b) and shall invite him
to pay to it, within one month from the date of the notification, the said amount
augmented by & surcharge of 50%, provided that the surcharge will not be less,
and will not be more, than the amounts indicated in the Schedule of Fees. The
notification may refer to the charges made both under Rule 16%.1(a) and (b) or,
# the discretion of the Intemational Burcau, there may be two separate notifica-
tions, one referring to charges made under Rule 16,1(a), the other referring to
charges made under Rule 16 *.1(b).

(b) If the applicant fails 10 pay, within the gaid time limit, to the Intema-
tional Bureau the amount claimed, or pays less than what is needed to cover the
transmittal fee, the basic fee, the search fee, one designation fee and the
surcharge, the Intemational Bureau shall notify the receiving Office accordingly
and the receiving Office shatl declare the intemational epplication withdrawn
under Article 14(3)(g) and the receiving Office and the Intemational Burcau shall
proceed as provided in Rule 29,

(¢) If the applicant pays, within the said tiine limit, to the Intemations!
Bureau an amount which is more than what is needed 10 cover the fees and
surcharges referred 1o in paragraph (b) but less than what is needed to cover all
the designations maintained, the Intemational Burcau shall notify the receiving
Office accordingly andthe receiving Office shall apply the sinount paid in excess
of what is needed to cover the fees and surcharge referred to in paragraph (b) in
an order which shall be established as follows:

(i) where the applicant indicates 10 which designation or designations the
amount is 1o be applied, it shall be applicd accordingly but, if the amount received
is insufficient 10 cover the designations indicated, it shall be applicd 10 as many
degignations as arc covered by it inthe order chosen by the applican. in indicating
the designations;

(ii) to the extent that the applicant bas not given the indications under item
(i), the amount or the balance thereof shall be applied to the designations in the
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order in which they sppear i the intemmational applicaton;

(iii) where the designation of a State is for the purposes of a segional
patent and provided that the required designation fee is, under the preceding
provisions, available for thet designation, the designation of any funther States
for which the same regional patent ig sought shall be considered as covered by
that fee.

‘The receiving Office shall declare any designation not covered by the
amount paid withdrawn under Article 14(3)(B) and the receiving Office and the
Intemational Bureau shall proceed as provided in Rule 29.

Rule 16" was added to provide greater sccurity to the
applicant and his professional representative in the case of a
mistake (as to the prescribed amount) or delay (beyond the
prescribed time limit) in the payment of fees to the Receiving
Office (transmittal fee, scarch fee, basic fee and designation
fees). The system introduced by the Rule guarantees that any
such mistake or delay will not result in a loss of rights without
the International Burcau of WIPO first having issued an invita-
tion to the applicant to pay any amount that was missing when
the time for payment expired. Payment pursuant to such an in-
vitation will be subjcct to a surcharge which in gencral will be
cqual to 50% of the missing amount but which will have an
upper limit of 674 Swiss francs and a lower limit of 268 Swiss
francs. Any payment made in conformity with such an invita-
tion will be regarded as if it had been made within the prescribed
-— but, in fact, missed ~—time linit,

The new system operated in the following fashion.
Where the receiving Office finds the amount paid to be insuf-
ficientto coverall fees due, the Receiving Office will chargethe
International Burcau with the amount due. The International
Burcau will then notify the applicant of the amount it has
advanced and will invite the applicant to pay the International
Burcau the amount advanced together with a 50% surcharge,
provided that the surcharge can not be less than 268 Swiss
francsormore than 674 Swiss francs (see the Schedule of Fees.)
If the applicant docs not timely pay the required amount to the
International Bureau, the International Burcau will notify the
Receiving Office which will then declare the international
application or certain designations withdrawn,

If applicant decides not to pay certain designation fees,
itis requested that a letter be sent to the Receiving Office spe-
cifically withdrawing such designations. If no such withdrawal
letterisreceived and some designations remain unpaid one year
after the priority date, the procedure under PCT Rule 16 will
be uscd.

1828 Priority Document [R-5]

PCT Rule 17
The Prlorlty Document
17.1 Obligation to Submit Copy of Earlier National Application

(2) Where the priority of &n easlier national application is claimed under
Anticle 8 in the intemational application, & copy of the said national spplication,
certified by the authority with which it was filed (“the priority document™),
shall, unless already filed with the receiving Office, together with the intema-
tione! application, be submitted by the applicant to the Intemational Bureau or
10 the receiving Office not lates than 16 months afier the priority date or, in the
case referred to in Anticle 23(2), not later than at the time the processing or
examination is requested.

(b) Where the priority document is izsued by the receiving Office, the
applicant may, instead of submitting the priority document, request the receiv-
ing Office 10 transmit the priority document o the International Bureau. Such
request shall be made not later that the expiration of the applicable time limit
refemed to under paragraph (=) and may be subjecied by the receiving Office
to the payment of a fee.
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(¢) Hf the requirements of neither of the two preceding paragraphs are
complied with, any designuted State may disregard the prionity claim,
17.2 Availability of Copies

() The Intemational Buresu shall, at the specific request of the designated
Office, promptly but not before the expiration of the time limit fixed in Rule
17.1(n), fumish & copy of the priority document to that Office. No such Office
shall ask the spplicant himself 1o fumish it with a copy, except where it requires
the furnishing of a copy of the priority document together with a centified
translation thereof. The applicant shall not be required to fumish a certified
translation to the designated Office before the expiration of the applicable time
limit under Article 22.

(b) The International Burcsu shall not make copices of the priority docu-
ment available to the public prior to the international publication of the interna-
tional application,

(c) Puragraph (a) and (b) shall apply also to any earlicr internationad
application whose priority is claimed in the subsequent intermational applica-
tion.

PCT Admiristrative Insteuctions Section 411
Recelpt of Priority Document

>(a) Subject to paragraph (b), the Intemational Bareau shall record the
dute on which the priority document has been received by it and shall notify the
applicant and the designated Offices accordingly.

(b) Where the priority document has been reccived by the Intemaional
Buresu from the receiving Office after the expiration of 16 months from the
priority dute, the date of receipt by the receiving Office of the priority document
or the date of & request urider Rule 17.1(b), as the case may be, shall be recorded
as the date of receipt of the priority document,

(c) Where the date of receipt of the priority document is later than the date
of expiration of the time limit referred to in Rule 17.1(a), the Intemational
Bureau shall notify the applicant end the designsted Offices accordingly.

(d) Where, within the time limit referred to in Rulel7.1(a), the Intema-
tioinal Bureau has not received the priority document and the receiving Office
has received neither the priority document nor a request (together with any
required fee) 1o transmit the priority document, the International Bureau shall
notify the applicant and the designated Offices accordingly <

37 CIFR 1.451 ‘Fhe priority clalm and prierity document in up
Internationsl spplication,

() The claim for priority must be made on the Request (IPC'T Rule 4.10)
in amanner complying with Sections 110and 201 of the Administrative Instruc-
tions,

(b) Whenever the priority of an earlier United States netional application
is claimed in un international epplication, the applicant may request in a letter
of trensmittal accompanying the intemational epplication upon filing with the
United States Receiving Office, or in s scparate letter filed in the Receiving
Office not later than 16 months after the priority date, that the Patent and Trade-
mark Office prepare & centified copy of the nrtional application for transmittal
to the Intemational Bureau (PCT Anucle 8 and PCT Rule 17). The fee for
preparing & certified copy is gtated in §1.19(s)(3) and (b)(1).

(c) If a centified copy of the priority document is not submitted together
with the international spplication on filing,or, if the priority application was
filed in the United States and & request and appropriate payment for preparation
of such a centified copy donot accompany the international application on filing
or are not filed within 16 months of the priority date, the centified copy of the
priority document must be fumnished by the applicant to the Intemational Buresu
ortothe United States Receiving Office within the time limit specified in PCT
Rulel17.1(s).

Under the PCT procedure, the applicant may file the certi-
ficd copy of the carlier filed national application together with
the international application in the Recciving Office for trans-
mittal with the Record Copy, or alternatively the certificd copy
may be submitted by the applicant to the Intemational Burcau or
the Receiving Office not later than 16 months after the prior.ty
daic or, if the applicant has requested carly processing in any
Designated Office, not later than the time such processing or
examination is requesied. The Intemational Burcau will nor-
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mally fumish copies of the certified copy to the various Desig-
nated Offices so that the applicant will not normally be required
to submit certified copics to cach designated Office.

Under 37 CFR 1.451, applicant may request, on filing the
international application, that the United States Receiving Of-
fice prepare and transmit a certified copy of a U.S. national
application, the priority of which is claimed, to the International
Burcau. The United States Receiving Office will prepare and
transmit the certificd copy provided that the fees for copying and
certification arc paid. Sce >MPEP<§1830, item (1).

Applicants may also request the Unites States Receiving
Office to prepare and transimit to the International Burcau a
certified copy of a priority application filed in the U.S. by
checking Box No. VI of the Request form and by paying or
authorizing the payment of the fee therefor. The fee Calculation
Sheet annexed 1o the Request form has a check box for author-
izing charges for preparation of certificd copics of priority
applications to a Deposit Account. The fee for a certificd copy
of a priority application is sct forth in 37 CFR 1.19(a)(3) and
(b)(1).

1830 PCT International Application
Transmittal Letter [R-§]

A PCT international application transmittal letter, form
PTO-1382, isavailable free of charge for applicants to use when
filing PCT intcrnational applications with the United States
Recciving Office. The form is intended to simplify the filing of
PCT international applications by providing a one-page letier
which covers the most common reguests and concems of appli-
cants. Specifically covered are:

(1) Requests under 37 CFR 1.451 for preparation and
transmittal to the International Burcau of certified copies of the
1J.S. national applications, the priority of which is claimed in
international application;

(2) Choice of Searching Authority to conduct the Interna-
tional scarch. Currently, applicants may choose cither the U.S.
Patent and Trademark Office or the European Patent Office as
the Searching Authority.,

(3) Authorizations for any required additional * fees re-
quested by the United States Intemational Searching >or Inter-
national Preliminary Examining< Authority to be charged to a
Deposit Account subject to oral confirmation of the authoriza-
tion. It should be noted that if the European Patent Office is
chosenasthe > International<Scarching >or Preliminary Exam-
ing< Authority, any supplemental scarch fees requested by that
office are payable dircctly to the European Patent Office.

(4) Indications of information concerning differences in
disclosure, if any, between the international application and
rctated applications to assist in determining any foreign trans-
mittal licensing requirecments as well as for other purposes; and

(5) Requests for foreign transmittal license.

1832 License Request for Foreign Filing
Under the PCT [R-2]

A license for foreign filing is not required to file an inter-
national application in the United States Receiving Office but
may be required before the applicant or the U.S. Receiving
Office can forward a copy of the international application to a
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forcign patent office, the International Burcau or other foreign
authority (35 U.S.C. 368,37 CFR 5.1 and 5.11). A forcign filing
license to permit transmittal to a foreign office or international
authority is not required if the international application docs not
disclose subject matter in addition to that disclosed in a prior
U.S. national application filed more than six months prior to the
filing of the intcrnational application ( 37 CFR  5.11(a)(2)). In
all other instances, the applicant should petition for a license for
foreign filing (transmittal) (37 CFRS.12) and if appropriate,
identify any additional subject matter in the international appli-
cation which was not irn the earlier U.S. national application (37
CFR 5.14 (c)). This request and disclosure information may be
supplicd on the PCT international application transmitta! lctter,
form PTO-1382.

If no petition or requesi for a foreign filing license is
included in the inicrnational application, and it is clear that a
license is required because of the designation of foreign coun-
trics and the time at which the Record Copy must be transmitied,
it is current Office practice to construe the filing of such an
international application to include a request for a foreign filing
license. If the license can be granted it will be issued without
further correspondence. If no license can be issued, or further
information is required, applicant will be contacted. The auto-
matic request for a foreign filing license does not apply to the
filing of a foreign application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an intcrnational application,
the application will not be forwarded to the International Burcau
as long as the secrecy order remains in effect (PCT Article 27(8)
and 35 U.S.C. 368). If the secrecy order remains in effect, the
international application will be declared withdrawn (aban-
doned) because the Record Copy of the international application
was not received in time by the International Bureau (37 CFR
5.3(d), PCT Article 12(3), and PCT Rule 22.3), It is, however,
possible (o save the U.S. filing date, if the United States of
America has been designated, by fulfilling the requirements of
35 U.S.C. 371(c).

1840 International Stage Time Limits [R-§]

PCT Artlcle 47
Time Limits

(1) The details for computing time limits referred to in this Treaty are
govemed by the Regulations.

(2)(a) All time limits fixed in Chapters 1 and 1T of this Treaty may, outside
any revision under Anticle 60, be modified by a decision of the Contracting
States.

(b) Such decisions shall be made in the Assembly or through voting by
correspondence and must be unanimous.

(c) The details of the procedure are governed by the Regulations.

PCT Article 48
Detay in Meetlng Certain Thne Limits
(1) Where any time limit fixed in this Treaty or the Regulations is not met
because of interruption in the mail service or unavoidable loss or delay in the
mail, the time limit shall be deemed to be met in the cases and subject to the proof
and other conditions prescribed in the Regulations.
(2)(s) Any Contracting State shall, as far as that State is concen cd, excuse,
for reasons admitted under its national law, any delay in mecting any time limit.
(b) Any Contracting State may, as far as that State is concerned, excuse,
for reasons other than those referred to in subparagraph (a), any delay inmeeting
any time limit.
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PCT Rule 79
Calender

79.1 Expressing dates

Applicants, national Offices, receiving Offices, International Searching
and Preliminary Examining Authorities, and the Internationai Bureau, shall, for
the purposes of the Treaty and the Regulations, express any date in terms of the
Christian era and the Gregorian celendar, or, if they use other eras and
calendars, they shall also express any date in terms of the Christian era and the
Gregorian calendar.

PCT Rule 80
Computation of Time Limits
80.1 Periods Expressed in Years

When & period is expressed as one year or & certain number of years,
computation shall start on the day following the day on which the relevant event
occurred, and the period shall expire in the relevant subsequent year in the
month having the same name and on the day having the same number &s the
month and the day on whick the ssid event occurred, provided that if the
relevant subsequent month has no day with the same number the period shall
expire on the last day of that month.

80.2 Periods Expressed in Months

When a period is expressed as one inonth or a certain number of months,
computation shall start on the day following the day on whichthe relevant event
accurred, and the period shall expire in the relevant subsequent month on the
day which has the same number as the day on which the said event occurred,
provided that if the relevant subsequent month hag no day with the same number
the period shall expire on the last day of that month.

80.3 Periods Expressed in Days

When a period is expressed as a certain number of days, computation shall
start on the day following the day on which the relevant event occurred, and the
period shall expire on the day on which the last day of the count has been
reached.

80.4 Local dates

(a) The date which is taken into consideration as the siariing date of the
computation of any period shall be the date which prevails in the locality st the
time when the relevant event occurred.

(b) The date on which any period expires shall be the date which prevails
in the locality in which the required document must be filed or the required fee
must be peid.,

80.5 Expiration on a Non-Working Day

If the expiration of any period during which any document or fee must
reach & national Office or intergovernmental organization falls on & day on
which such Office or organization is not open to the public for the purposes of
the transaction of official business, or on which ordinary mail is not delivered
in the locality in which such Office or organization is situeted, the pericd shail
expire on the next subsequent day on which neither if the said two circum-
stances exists.

80.6 Date of Documents

(a) Where & period stants on the day of the date of & document or letter
emanating from a national Office or intergovermmental organization, any
interested purty may prove that the said document or letter was mailed on a day
later than the date it bears, in which case the daie of actual mailing shall, for the
purposes of computing the period, be considered to be the date on which the
period stants. lmespective of the date on which such & document or letier was
mailed, if the applicant offers to the national Office or intergovernmental
organization evidence which satisfies the national Office or intergovemrmental
organization that the document or letier was received more than seven days
after the date it bears, the national Office or intergovemmental organization
shall treat the period starting from the date of the document or letter as expiring
later by an additional number of deys which is equal to the number of days
which the document or letter was received later than seven days after the date
it bears,**

80.7 End of working day

(a) A period expiring on a given day shall expire at the moment the
national Office or intergovernmental organization with which the document
must be filed or to which the fee must be paid closes for business on that day.

(b) Any Office or organization may depart from the provisions of para-
graph (2) up to midnight on the relevant day.

(c) The Intemational Burcau shall be open for business until 6 p.m,
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PCT Rule 82
Irregutarities In the Mall Service
82.1 Delay or Loss in Mail

(2) Any interested panty may offer evidence that he has mailed the
document or letter five days prior to the expiration of the time limit. lixcept in
cases where surfuce mail normally arrives at its destingtion within two days of
mailing, or where no ainmail service is available, such evidence may be offered
only if the mailing was by airmail, In any case, evidence may be offered only if
the mailing was by mail registered by the postal authorities,

(b) If such mailing is proven o the satisfaction of the national Office or
intergovemmental organization which is the addressee, delay in arrival shall be
excused, or, if the document or letier is Jost in the mail, substitution for it of &
new copy shall be permiued, provided that the interested party proves to the
satisfaction of the suid Office or orgunization that the document orletter offered
in substitution is identicel with the document or letter lost,

(c) In the cases provided for in paragraph (b) , evidence of meiling within
the prescribed time limit, and, where the documentor letter was lost, the
substitute document or leuter as well as the evidence conceming its identity with
the document or letter lost, shall be submitted within one month efter the dats
on which the imerested panty naticed — or with due diligence should have
noticed — the delay or the loss, and in no case later than six months after the
expiration of the time limit applicable in the given case,

82.2 Inserruption in the Mail Service

() Any interested party muy offer evidence that on any of the 10 days
preceding the day of expiration of the time limit the postal service was inter-
supied on account of war, revolution, civil disorder, striks, natural calamity, or
other like reason, in the locality where the interesied pany resides or has his
place of business or is staying.

(b) If such circumstances are proved 1o the satisfaction of the nationsl
Office or intergovemmental organization which is the addressce, delay in
arrival shall be excused, provided that the interested party proves te the
satisfection of the said Office or organization that he effecied the mailing wiihin
five days after the mail service was resumed, The provisions of Rule 82.1(c)
shall apply mulatis mutandis.

PCT Adminlstrative Instructions Sectlon 110
Dutes

Any date in the intemational applicstion, or used in any corregpondence
cmanating from Intemational Authorities releting to the intemational applice-
tios, shall be indicated by the Arabic number of the duy, by the name of the
month, and by the Arabic number of the year. The receiving Office, where the
applicant has not done 0, or the Imemationz] Burean, where the spplicant has
not done 50 and the receiving Office fails to do so, shall, sfter or below any dste
indicated by the applicant in the request, repeat the date, in parenthesis, by
indicating it by iwo-digit Arabic numerals each for the number of the day, for
the number of the month and for the 1ast two numbers of the year, in that order
and with s period after the digit pairs of the day and of the month (for example,
“30 March 1978 (30.03.78)").

35 U.S.C. 364, Internatlonal stage: Procedure,

(=) Intemational applications shall be processed by the Patent and Trade-
matk Office when acting as a Recciving Office,* Tmemational Searching
Authority, or >Intematione! Preliminary Exumining Authority< * in &ccor-
dance withthe applicable provisions of the treaty, the Regulations, and thiatitle,

(b} Anapplicant’s failurc to act within prescribed time limits in connection
with requirements perisining 1o & pending intemeiional application may be
excused upon a showing satisfactory torthe Comimigsionar of unavoiduble delay,
10 the extent not precinded by the treaty and the Rogulations, and provided the
conditions imposed by the tresty and the Regulations regerding the excuse of
sich failure to act are complied with,

37 CFR 1.465 Timbing of application procersing haved on the
priority date.
(u) Forthe purpose of compisting time limits under the Treaty, the priosity
date shall be defined as in PO An, 2(xi).
(b) When a claimed priority dute is cancelled under PCT Rule 4,10(4),
or considered not to have been made under PCT Rule 4, 10(h), the priority dwe
for the parposes of computing time limits will be the date of the carliest valid
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remaining prioity claim of the intemational application, ur if noue, the interaa-
tiomal filing due, ’

(c) When corrections under BCT Ar. 11€2), At 14(2) or PCT Rule
20.2(n) (i Yor (jii) aretimely gubmitted, and the date of recaipt of such corections
falls later than one year from the clrimed priority date or dates, the Receiving
Office shall proceed under PCT Rula 4.10(d).

37 CFR 1.468 Delays in meoting time Hmlta,

Delays in meeting time limitg during intemational procerging of intema-
tional applications mmay only bo excused ss provided in PCT Rule 82. Por delays
in meoting time limits in & national application, see §1.137.

1845 Receiving Office Procedure [R-5]

PCT Artlcle 10
The Recelving Oftice
The interational application shell be filed with the prescribed roceiving
Office, which will check and procsss it ss provided in this Treaty and the
Regulations,

PCT Rule 20
Recelpt of the Internati=uat Appllcation
2001 Pata and Number

{a) Upon receipt of papers purporting 1w e an intemational application,
the recaiving Office shall indelibly mark the dute of aciusl recoipt in the epace
provided for that purpose in the requost fori of each copy recsived and one of
the numbers aseigned by the Intemetional Buresn to thet Office on each sheot
of each copy received.

(b) The place on sach sheet where the date or number shall be marked, snd
other details, shall se spacified in the Administraiive Instructions.

20,2 Recaipt on Different Days

(1) In cancs where all the shects perisining 10 the same purported intema-
tional application sre not recsived on the seme day by the recoiving Office, thet
Office shall corract the date marked on the request (still lerving legible,
however, the earlior dste or dates alresdy marked) eo that it indicates the day on
which the papers complsting the internstional application were recolved,
provided that:

(i) where 5o invitation under Asticle 1 1(2)(s) to correct war sont 10 the
applicant, the sald pupers are recolved within 30 duys from the date on which
sheets were first roceived,;

(ii) where an invitation under Anticle 11(2)(a) 10 correct was sent 1o the
applicant, the sald papors are receivad within the spplicable tima limit under
Rule 20.6;

(iii) in the cass of Articls 14(2), the missing druwings are received within
30 days from the date on which the incomplete papers were filed;

(iv) the absence or later recelpt of any sheet containing the abstract or parn
thereof shall not, in itself, require any corraction of the date marked on the
request,

(1) Any sheet recoived on a date later than the dute on which sheets were
first received shall be marked by the receiving Office with the date on which it
wis received,

20,3 Corractad International Application

In the case referrad to in Anicle 11{2)(h), the receiving Offics shall correct
the date marked on the requost (sl 1eaving legible, however, the earlisr dme or
dates wlready merked) so that it indicates the dry on which the last reguired
correction wag received,

2003 Marnar of Carrying Out Corrections

The Administrative Inatractions prescribo the manner In which correc-
tions required undor Anticle 11(2)(r) ehail bs presented by the epplicant and the
manner in which they shali be entared in the file of the interational application.
2004 Deatermination undar Article 11(1)

() Prompily efter receipt of the papers purpoiting 10 be & intemational
application, the receiving Office ehell determine whether the papere comply
with the requirements of Article 11(1).

(b) Forthe pumposes of Article 1(1)(ii)(c), ivshall basufficientto indicate
the name of the applicant in @ way which allows hia identity to be established
aven if thename is misspelled, the given names are not fully indicated, or, inthe
case of legal entities, the indication of the name is abbreviatod or incomples,
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20.3 Positive Determination

(») I the determination under Anticle 1 1(1) in positive, the recoiving Office
ehall stamp in the space provided for thet purpose in the request form the nanie
of the receiving Office and the words “BCT Intemational Application,” or
“Domande imemationale PCT." If the official langurge of the recetving Office
le nwither English nor French, the words "Intemational Application” or "' De-
mando intomationale” may be accompanied by e translation of these words inthe
official language of the receiving Office,

(b) The copy whose request sheet has been 8o stampod ghall be the record
copy of the intemational application,

() The receiving Offico ehall prompily noiify the applicant of the intema-
tionsl application number and the imemational filing dats. At the same time, it
ehall send 1o the Inomational Burcau & copy of the natification sent to the
applicam, except whore it has already sont, or is sonding at the same lime, be
record copy to the Intemational Buresu under Rule 22.1(s).

20,6 Invitation to Correct

(#) 'The invitation 10 correct under Anticle 11(2) shall specily the require-
‘mont provided for under Anicle 11(1) which, in the opinion of the recolving
Office, has not been fulfilled.

(b) ‘The recoiving Office shall promptly mail the invitation to the applicant
and shall fix @ timae limit, seesonable under the ciccumstances of the case, for
filing the correction. ‘I'he time limit shall not be less than 10 days, and shall not
axcoad one month, from the dete of the invitation, If such time limit oxpiros efter
the expiration of ong year from the filing date of any application whase priority
Is elsimed, the receiving Office may call this circumstance 10 the attention of the
spplicant.

20.7 Negative Datarmination

if the recolving Office doss not, withinhe preseribed time limit, recsive
aroply to its invitation 10 correct, or if the correction offered by the applicant siill
doas not fulfill the requirements provided for under Asticle 11(1), it shall:

(i) prompuly notify the applicunt that his spplication ig not and will not
o troated ag an international application end shall indicate the reasons thersfor,

(14) notify the International Buraan that the mamber it hes marked on the
papors will not b used as un imemational application nusnber,

(iil) keop ths papoers conativating the purponied imemational spplication
and any correspondence relating thereto as providod in Rule 93.1, end

(iv) sond & copy of the said papers to the Intsrmetional Burcen where,
pursuait 10 & roquest by the applicent under Ariicie 25(1), the Intemational
Bureeu noedy such & copy and epecially asks for it
20.8 Ervor by tha Receiving Office

If the recaiving Office letor discovers, or on ths basis of the spplicant’s
reply reslizes, that it has erred In lssuing un invitation 10 correct since the
requirements providad for under Anicle 11(1) were fulfillod when the papers
were received, it shall procoed as provided In Rule 20.5,

20. 9 Certifiod Copy for the Applicamt

Apuingt pryment of a fee, the receiving Offico shall furnish 10the applican,
on request, centified coples of the imernational spplicition sy filed and of any
corrections thoreto,

PCT Rule 26
Chocking by, and Correcting bofore, the Recolving Office of
Certaln Klemonts of the Internntionsl AppHention
20.1 Tima Limit for Chack

(a) 'The recoiving Oftice shall issue the invitstion 10 comrect provided for in
Article 14(1)(b) a3 soon as possible, proferably within one month from the
receipt of the international appllcation,

) Il the recelving Offica lasucs an invitgilon to correct the dalect referred
1oin Article 14¢1)(a) (ili) or (iv) (missing tile or missing abatract), ivshafl notify
the Imermational Searching Anhority accordingly.

26,2 Tima Limit for Correction

‘The time limit referred 10 in Asticie 14(1)(1) shall be reasonable under the
circumstances and shall be fixed in erch cans by the receiving Offica. It shall not
he leas than one month froin the date of the invitution 1a correct, It may be
extended by the receiving Office at any time before s decigion is taken,

263 Checking of Physical Requirements under Article 14(] )(a)(v)

‘Ihe phyaical requiroments referred 10 in Rulo 1§ shati ba checked only to
the exient that complisnce therewith in necosuary for the purpose o reasonably
uniform intemational pablication,

26.3% tnvitation to Correct Defects under Article 14(1)(1)
‘The receiving Office shall not ba required 10 isgue the invitation 10 correct
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6 defect under Article 1401 Yu)Xv) where the physicel requirements referred to
in Rule 11 are compliod with o the entent necesrary {or the purpose of
reasonably uniform intermational publication.
26.4 Procedure

(8) Any correction offered 10 the recelving Office may be stated in aletter
sddressed to that Office if the comvection is of such  nature that it can be
transferred from the letter 10 the record copy witheat adversely affecling the
clarity and the direct reproducibility of the sheet on to which the correction is
10 be transferred; otherwise, the applicam shell be required to submil a
roplacement sheet embodying the correction and the fetter accompanying the
replacement ghest ghall draw attention to the differences between the replaced
sheet and the replecement sheet.

() 10 (d) [Deleted)
26.5 Decision of the Receiving Office

() ‘The receiving Office shell decide whether the applicent has submilted
the corvection within the time limit under Rule 26.2 and, if the correction hes
been submitied within thet time limit, whether the intemational application so
correcied is or is notto be coneidered withdrawn; provided thetno inlemational
epplication shall be considered withdrawn for lack of complignce with the
physical requirements referred 10 in Rule 11 if it complies with those require-
ments 1o the exlent necessary for the purpose of reasonebly uniform intema-
tional publication,

(b) [Deleted]
26.6 Missing Drawings

() If, a8 provided in Article 14(2), the inemations] application refers 10
drawings which in fact are notinchided in that application, the receiving Office
shall s0 indicate in the said application.

(b) The date on which the applicant recoives the notification provided for
in Anticle 14(2) shall have no effect on the time limit fixed under Rule
20.2¢u)(li).

3§ U.5.C. 361, Recelving Offlce,

(8) The Patont end Trademark Office shall sct us & Recsiving Office for
intemational epplications filed by nationals or residents of the United States. In
sccordence with any agreoment made batween the United Statos and snother
country, the Patent end Trademerk Office may also act us & Receiving Office
for international applications filed by residents or nationals of such country
who sre entitled to filo imemationsl epplications,

(b) The Patent and Trademark Office shall perform ell acte connected
with the discherge of duties required of a Receiving Office, including the
collection of inemetionsl fees and their trangmitial tothe Intemationai Bureau,

() Imemational epplications filed in the Patent and Tredemark Office
ghall ba In the BEnglish language.

(d) The ®intemational fes, and the transmintal end soarch fees prescribed
under section 376(a) of this part, shall cither be peid on filing of an intermational
application or within ®>such lsler time e may be fixed by the Commiesioner<.

37 CFR 1,612 The United States Reeelving Office.

() The United States Patent and Trudemark Office is s Receiving
Office only for applicants who are residents or nationals of the United
States of Americu.

(b) The Patent and Trademark Office, when acting as a Receiving
Office, will be idoentified by the full tide “United States Receiving
Offico” or by the abbroviation “RO/US."

(¢) The major functions of the Receiving Office include:

(1) According of international filing dates to international
epplications meeting the requirements of PCT Art. 11(1), end PCT
Rule 20;

(2) Assuring that international applications meet the standards
for format and contentof PCT Art. 14(1), PCT Rule9, 26, 29.1, 37, 38,
91, and portions of PCT Rules 3 through 11;

(3) Collecting and, when required, transmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and search copies o the Interna-
tional Burcau and Intemnational Searching Authority, reapoctively
(PCT Rules 22 and 23); and

Rev, §, July 1087



1845

(5) Determining compliance with applicable requirements of
Part 5 of this chapter.

PCT Administrative Instructions Sectlon 10§
Several Applicants
Where any international application indicates as applicants sev-
cral persons, it shall be sufficient, for the purpose of identifying that
application, to indicate, in any Form or correspondence relating to such
application, the name of the applicant first named in the request.

PCT Adminlstrative instructions Section 301
Notifleation of Recelpt of Purported Internationzl Application

Before the deteanination under Anticle 11(1), the receiving Office may
natify the applicant of the receipt of the purporied intomational application. The
notification should indicate the date of actual receipt and the intemational
gpplication number of the purported intemational application referred to in
Section 307 es well as, where useful for purposes of identification, the tie of
the invention,

PCT Administrative Instructions Section 305

Identifylng the Coples of the Internatlonal Appllcation

(#) Where, under Rule 11.1(a), the intemational application has been filed
in one copy, the receiving Office shall, after preparing under Rule 21,1(a) the
additional copics required under Article 12(1), mark,

(i) the words “RECORD COPY” in the upper left-hand comer of the
first page of the original copy,

(ii) in the same space on one additionsl copy, the words “SEARCH
COPY,” and

(iii) in the same gpace on the other such copy, the words “HOME
COPY,"” or their equivalent i the language of publicstion of the international
application,

(b) Whete, under Rule 11,1(b), the international application has been filed
in more than one copy, the receiving Office shall choose the copy must suitable
for reproduction purposes, and mark the words "RECORD COPY.,"” or their
equivalent in the language of publication of the intemational epplication, in the
upper left-hand corner if its first page. After verifying the identity of any
additional copies and, if epplicable, preparing under Rule 21.1(b) the home
copy, it shall mark, in the upper lefi-hand comer of the first page of one such
copy, the words"SEARCH COPY,” and, in the same space on the other such
copy, the words “HOME COPY.” or their cquivalent in the language of
publication of the interational application.

PCT Administratlve [anstructlons Sectlon 307
System of Numbering International Appllcations

Pupers purporting 10 be an international application under Rule 20.1 shall
be marked with the intemational application number, consisting of the letiers
“PCT,” & slant, the two-letter code, as in Annex B, indicating the receiving
Office, 8 two-digit indication of the last two numbers of the yesr in which such
pupers were first received, 8 slant and & five-digit number, sllotied in sequential
order corresponding to the order in which the intemationel applications are
received (e.g.,"PCT/SUT8/00001" *). Where the Intemationsl Burcau acts,
pursuantto Rule §9.1(b), s receiving Office for & national Office, the two-letter
code indicating the national Office for which the International Buresu acts as e
receiving Office shall be used. However, if a negative determination is made
unider Rule 20.7 or 8 declaration is made under Anticle 14(4), the letters"PCT™
shall be deleted by the receiving Office from the indication of the intemational
application number on any papers marked previously with that number, and the
said number shall be used without such letiers in any future correspondence
relating to the purported intermational application,

PCT Adminlstrative Instructlons Section 308
Marking of the Sheets of the Internatlonal Application
(2) The receiving Office shall indelibly murk, the intemational application
number referred to in Section 307 in the upper right-hand comer of each sheer
of ench copy of the purporied intemationsl epplication,
(b) [Deleted]
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PCT Adminlstrative Enstructlon Sectlon 316
Procedure In the Case where the International Appllcation
Lacks the Prescribed Signature

Where, under Arnticle 14(1)a)i), the receiving Qffice finds that any
intemational applicetion is defective inthat it 1acks the prescribed signature, that
Office shall send 10 the applicant, together with the invitation to correct under
Article14(1)(b) a copy of the request part of the intemational application. The
applicant shall, within the prescribed time limit, retum said copy after affixing
thereto the prescribed signature.

The main procedural steps that any international applica-
tion gocs through in the United States Receiving Office arc the
following:

(i) the international application and the related fees are
received by the Receiving Office and appropriate records cre-
ated (PCT Articie 10);

(ii) the international application is checked by the Receiv-
ing Office to determine whether it meets the requirements
prescribed by the PCT as to whether afiling date may be granted,
fees duc on filing are paid in full, whether the priority claim is
acceptable, and whether any pages or drawings arc missing
(PCT Article 11(1), PCT Rule 4.10 and 35 U.S.C. 361(d)). The
checks performed by the Receiving Office are of a formal nature
and do not go into the substance of the invention;

(iii) where the checks by the United States Receiving Office
show that the international application does not meet the re-
quircments for a filing date or other matters are missing, that
Office immediately communicates with the applicantin order 1o
oblain any possible necessary corrections (PCT  Articles
11(2)(a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where — possibly after correction — the relevant
checks by the Receiving Office show that the international
application meets the requircments for the granting of a filing
date, an international filing date is accorded to the international
application by the Receiving Office (PCT Articles 11(1) and
11(2)(b), and PCT Rules 20.3, 20.4, and 20.5);

(v) the United States Receiving Office reviews the applica-
tion for formal defects under Article 14(1), contacts the appli-
cant or agent by telephone and discusses any necessary correc-
tions. The Receiving Office will mail aninvitation tocorrectand
set a time limit for response, which is usually one month.

(vi) the application is reviewed by Licensing and Review
Branch and copics of the international application and other
documents related thereto are prepared and transmitied by the
United States Receiving Office to the International Searching
Authority and to the International Bureau so that these Authori-
tics may carry out the procedural steps for which they are
responsibie in the further processing of the international appli-
cation (PCT Articlc 12 and PCT Rules 22, 23, 24, and 25).

WHERE TO FILE

The United States Receiving Office is located in Crystal
Plaza, Arlington, Virginia, Building 2, Room 7-A04. Intema-
tional applications and related papers may be deposited directly
with the United States Receiving Office or >be< mailed to:
Commissioner of Patents and Trademarks, 3ox PCT, Washing-
ton, D.C, 20231, It should be noted that the “Express Mail”
Centificate of Mailing provisions of 37 CFR 1.10 apply to the
filing of all applications and papers filed in the U.S. Patent and
Trademark Office, including PCT intemational applications
and related papers and fecs. It should be further noted, however,
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that PCT international applications and papers relating thereto
are specifically excluded from the Certificate of Mailing proce-
dures under 37 CFR 1.8, The United States Receiving Office
staffis available to offer guidance on PCT requirements and pro-
cedures. In person, telephone or written inquiries are welcome.
Telephone inquiries should be directed to (703) §57-2003.
Written inquiries should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washington, D.C. 20231.

1845.01 Transmittal of Record Copy [R-2]

PCT Article 12
Transmitial of the Internatlonel Appllcation to the Internationsl
Burenu and the Internatlonk! Searching Authority

(1) One copy of the intemationel application shall be kept by the receiving
Office (*home copy"), one copy (“record copy") shall be trensmitied to the
Intemnational Bureau, and enother copy (“search copy®) shall be transmitied
to the competent Internstional Sesrching Authority referred to in Anticle 16,
a8 provided in the Rogulations.

(2) The record copy shell bo considered the true copy of the intermational
application,

(3) The intemational gpplication shall be considered withdeawn if the
record copy has not been received by the Imemational Burean within the
prescribed time limit,

PCT Rule 21}
Preparatlon of Coples
21.1 Responsibility of the Receiving Office

(a) Where the intemational application is required to be filed in one copy,
the receiving Office shall be responsible for preparing the home copy and the
goerch copy required under Anticle 12{1).

(b} Where the intemational application is required to be filed in two copies,
the receiving Office shall bs regponsible for preparing the home copy.

(c) If the imemetiona] application is filed in less then the number of copies
required under Rule 11.1(b), the receiving Office shall be responsible for the
prompt preparalion of the number of copies required, and shall have the right to
{in a fee for perfonming that task and 0 coliect such fee from the applicent.

PCT Rute 22
Trensmittal of the Record Copy
22 | Procedwe

(8) If the determination under Anticle 11(1) is positive, and unless preserip-
tiong concerning national security prevent the intemational application from
being treated as such, the receiving Office shall trunsmin the record copy to the
Intermational Bureau, Such transmittal shall be effected promptly after receipt of
the intemational application or, if & check to preserve national security must be
performed, a3 soon as the necessary clearance hus been obtained. In any case, the
receiving Office shell transmit the record copy in titne for it to reach the
International Bureai by the expiration of the §3th month from the priority dute.
If the transmittal iz effected by mail, the receiving Offico shall mail the record
copy not later than five days prior to 1he expiration of the 13th month from the
priority date.

(b) If the Imemutional Bureaw has reccived a copy of the no fication under
Rule 20.5(c) but is not, by the eapirstion of 3 momhs from the priority date, in
possession of the record copy, it shatl remind the receiving Office that it should
tranemit the record copy Lo the Intemational Buresu promptly.

(c) If the Intermational Bureau has received a copy of the notification under
Rule 20.5(c) but is not, by the expiration of 14 montha from the priosity date, in
possesrion of the record copy, it shall notify the applicant and the recoiving
Office eccordingly.

(d) After tho expiration of 14 months from the priority date, the applicant
may request the receiving Office to cenify & copy of his intoernational application
as heing identical with the inemational application as filed and may tranamit
such certified copy 10 the Intemationel Bureau,

(6) Any cantification under parageaph (1) shell bo free of chargs and may
be refused only on any of the foflowing grounds:

(i) the copy which the recsiving Office has requested to centify is not
identical with the intemational application as filed;
(it) prescriptions conceming natlonal security prevent the imemastional

1800-43

application from being \reated as such;

(iii) the receiving Office has already transmitted the record copy to the
Intemational Bureau and that Bureau has informed the receiving Office that it
has received the record copy.

(f) Unless the Iemational Burean has received the record copy, or until
it receives the record copy, the copy certified undor paragraph (e) and reoeived
by the lntemational Burcau shall be considered 1o be the record copy.

() If, by the expiration of the time limit applicable under Article 22, the
applicant has performed the acis referved 1o in that Article but the dosignated
Office has not been informed by the Intemational Bureau of the receipt of the
record copy, the designated Office shall inform the Intemationsl Bureau, If the
Intemational Burcau is not in possession of the record copy, it shall prompily
notify the applicant and the receiving Office unless it has already notified them
under paragraph (c).

22.2 {Deleted)
22.3 Time Limit Under Article 12(3)

The time limit referred to in Article 12(3) shall be thres months from
the date of the notification sent by the Intemational Bureau to the applicant
under Rule 22.1(¢) or (g).

PCT Rule 23
Transmlttal of the Search Copy

23.1 Procedure

(1) The search copy shall be transimitied by the receiving Office (o the
International Scarching Authority at the latest on the seme day &s the recond
copy is transmitied 1o the International Bureau,

(b) If the International Bursau has not recoived, within 10 days from the
receipt of the record copy, information from the Intemationsl Searching
Authiority that that Authority is in possession of the search copy, the Intema-
tional Bureau shall prompily transinit a copy ol the intemationel application to

the Intemational Searching Authority,

37 CFR 1.461 Procedures for transmltisl of record copy to the
Internutional Buresu.

(&) Tranamitial of the record copy of the international application to the
Intemational Bureau shall be made by the United States Receiving Office.

(b) Rescrved)

(c) No copy of an imemations! applicstion may be transmiinied 10 the
Iniemational Bureau, a foreign Designated Office, or other foreign authority by
the United States Rocoiving Office or tha applicant, unless the applicable
requiremonts of Part § of this chapter have been satisfied.

The Receiving Office transmits all Record Copics of
international applications to the International Burcau. Scveral
rule changes havebeen made since the PCT became operational
in 1978 to relax the time limits of receipt of the Record Copy by
the International Burcau and to provide procedures for moni-
toring such receipt,

The international fees will also be forwarded to the Inter-
national Burcau by the Receiving Oftice (35 U.S.C. 42). Since
the applicant is required to file only one copy of the interna-
tional application in the United States Receiving Office (37
CFR 1.433), the United States Receiving Office will prepare
the “Search Copy” for the Intemational Scarching Authority
and the “Rome Copy" for its own records (PCT Rule 21.1 and
Administrative Instructions Scction 305(n)).

SAFEGUARDS FOR ASSURING TIMELY RECEIPT OF
THE RECORD COPY

The following steps are being taken by the United States
Keceiving Office to insure timely receipt of the Record Copy by
iie International Burean.

(i) The Record Copy is sent by Registered Airmail to the
International Burcau with transmitial letter listing contenis.
(i) The Applicant is informed of the date of mailing of the
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Record Copy by form PCT/RO/150 from the United States
Receiving Office.

(iii) A Telex is sent to the International Burcau in Geneva
giving notice of mailing and the Mail Registration number.

(iv) The International Bureau acknowledges receipt to the
United States Receiving Office.

(v) The Applicant is informed of receipt of the Record
Copy by the International Burcau.

(vi) The United States Receiving Office is in telephone
contact with the Internationai Bureau in Geneva, Switzerland at
least once a week, at which time questions are handled and
records are coordinated.

Correction of Defects Before the
Receiving Office [R-2]
PCT Article 14
Certaln Defects In the Internationsi Appllcation
(1)(a) The receiving Office shall check whether the intemational applica-
tion comains any of the following defects, thet is to say:
(1) it is not signed es provided in the Regulations;
(ii) it does not comtain the prescribed indications conceming the appli-
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cant;

(iii) it does not contain a title;

(iv) it does not contain an absteact;

(v) it doos not comply to the eatent provided in the Regulations with the
proscribed physical requirements.

(b) If the receiving Office finds any of the said defects, it shall invite the
spplicant o correct the intemational spplication within the prescribed time
limit, failing which that spplication shell b considered withdrawn and the
receiving Office shall g0 desclare.

(2) If the internationat application refers to drawings which, in fact, arenot
included in that spplication, the receiving Office shall notify the applicant
accordingly and he may fumish thom within the prescribed timo limit and, if he
does, the international filing date shell be the date on which the drawings are
received by the receiving Office. Otherwise, sny reference 10 the said drawings
shall be considered non-existent

(3)(s) I the receiving Office finds that, within the prescribed time limits,
the fees prescribed under Article 3(4)(iv) have not been paid, ov no fes
prescribed under Anticle 4(2) has been paid in respect of any of the designated
Siates, the international gpplication shall be considered withdrawn and the
recciving Office shall so declare.

(b) If the receiving Office finds that the fee prescribed under Article 4(2)
has been paid in respect of one or more (but less than zll) designated States
within the prescribed time limit, the designation of those States in respect of
which it has not been paid within the prescribed titno limit shall be considered
withdrawn and the receiving Office shall so declare.

(4)If, aftor having rccorded &n intemational filing date to the intemationat
application, the receiving Office finds, within the prescribed time limit, thatany
of the requirements listed in items (i) to (iii) of Article 11(1) was not complied
with at that date, the said application shall be considered withdrawn and the
receiving Office shall 5o declare.

PCT Rulo 29
Internationsl Applicatlions or Designations Consldered
Withdrawn under Articie 14(1), (3) or (4)

29.1 Finding by Receiving Office

(a) If the receiving Office doclares, under Anticle 14(1)(b) and Rule 26.5
(failure to correct cerain defects), or under Article 14(3)(a) (fuilure to pay the
prescribed fees under Rule 27. 1)), orunder Anicle 14(4) (Ister finding of non-
compliance with the requirements listed in items (i) to (iii) of Anticle11(1)) , that
the intermational application is considered withdrawn:

(i) the receiving Office shall tranamit the rocord copy (unless alicady
transmitied), end apy correction offered by the applicam, to the Imemar onal
Bureau;

(i1) the receiving Office shall promptly notify both the applicant and the
Intemational Burean of the said declaration, and the Inemational Buresu shall
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in wm noify the inerested designated Offices;

(iii) the receiving Office shall not tranamit the search copy as provided
in Rule 23, or, if such copy has slready been transmitted, it shall natify the
Intermational Searching Authority of the said decleration;

(iv) the Imemational Bureau shall not be required o nutify the spplicent
of the receipt of the record copy.

() If the receiving Office declares under Anticle 14(3)(b)Xfailure to pay
the prescribed designation fee under Rule 27.1(b)) that the designation of any
given State is considered withdrawn, the recciving Office shall promptly notify
both the applicant and the International Bureau of the gaid declaration. The
Intemnational Bureau shall in wm notify the interested national Office.

29.2 [Deleted]
29.3 Calling Certain Facts to the Attention of the Receiving Office

If the Tntenmational Bureau or the Intemational Searching Authority
considers that the receiving Office should make a finding under Article 14(4),
it shall call the relevant facts to the attention of the receiving Office.

29.4 Notification of Intent to Make Deaclaration under Articlel4(4)

Before the receiving Office issues any declaration under Article 14(4),
it shull notify the applican of its intent 10 issue anch declaration and the rezgons
therefor. The applicant may, if he disagrees with the tentative finding of the
receiving Office, submit arguments to that effect within one month from the
notification.

PCT Rule 30
Time Limit Under Arvticie 14(4)
30.1 Time Limit
The time limit referred to in Anicle 14(4) shall be four months from the
intermationa! filing dute.

POT Administeative Instructions Section 304
Correctlons Submlitted to the Recelving Office Concerning
Exprossions,; etc., not to be used in the Internstional
Application

Where the applicant subimits corrections to the receiving Office aimed at
coraplying with the prescriptions of Rule 9.1, thet Office shall, if copics of the
intemational epplication have not yet been tranmnined to the Iimermational
Burean and the Interational Searching Authority, aitech copics of such correc-
tions 0 the intemational application. 1f copies of the international spplication
have already been transimitied, the receiving Office shall tranamit copies of such
comections 10 the seid Burcau and the said Authority.

PCT Adinlalstratlve Instructions Sectlon 3069
Procedure In the Case of Later Submitted Sheets
(8) 'The iceeiving Office shall indelibly mark any shest received on & date
later than the date on which sheets were first received with the date on which it
received that sheet, inserted immedintely below the imtemational application
number referred 10 in Section 307,
(b) The receiving Office shall, in the case of later submitted shects
received within the time limits referred 1o in Rule 20.2(a)(0) and (ii):

(i) effect the required comrection of the intemational fiting date, or,
wheee no intemational filing date has yet been accorded, of the date of receipt
of the purported intemational application;

(ii) notify the applicam of the correction effected under item (i) above;

(iii) where transmitisls under Asnticle 12(1) have elready been made,
notify the International Buresu and the Intamational Searching Authority of any
correction effected under item (i) above, by tranamitting a copy of the correcied
fiest pago of the request, and forward copies of the later subinitted sheets to the
said Buresw and the seid Authority;

(iv) where transmitials under Asticle 12(1) have not yer boen made,
itach & copy of the later sabmitied sheets to the record copy and the search copy.

(¢) Thereceiving Office shall,inthe case of later submitted sheets received
after the expiretion of the time limits veferred to in Rule 20.2(a)(1);

(i) notily the applicant of that fact and of the date of receipt of the later
submitted sheets;

(1i) where transmittals under Anticle 12(1) have already been wade,
forward & copy of the Jates subsnined sheets o the Intemational Burean with the
indication thm such sheets are not 1o be taken inte consideration for the
purposes of international processing;

(iii) where transmittals under Adicle 12(1) Lave not yet been made,
attech & copy of the later submitted sheeota to the record copy with the indication
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that such gheets are not 10 be weken into consideration for the purposes of inter-
national processing.

(d) The receiving Office shall, in the case of later submitted sheets received
after the eapiration of the time limit referred w in Rule 20.2(a)(ii), proceed as
provided in Rule 20.7, unless the applicant has, within the said time limig,
complied with the invitation under Article 11(2)(s) so that an imtemational filing
date can be accorded; in the latler case, the receiving Office shall proceed as
provided in paragraph (c )(@) to (iii).

PCT Administrative Iustructlons Section 311
Deletion, Substitution or Additlon of Sheets of the International
Appilcation; Ronumbering, ete,

(&) The receiving Office shall, subject 10 Section 207, sequentially renum-
ber the sheets of the intemnational application when necessitated by the addition
of any new sheet, the deletion of entire sheets, a change in the order of the sheets
or any other resson.

(b) The sheats of the inemutional application shall be provisionslly
renumbered in the following manner:

(i) when a sheet iz deioted, the receiving Office shalt either include a
blenk gheet with the same number and with the word "DELETED,” or it
equivalent in the language of publication of the intemational epplication, below
the number, or ingert, in brackets, below the number of the following shest, the
number of the deleted shoet with the word “DELETED" or its equivalent in the
language of publication of the intemational application;

(ii) when & sheat is substituted, the receiving Office shall mark in the
middla of the bouom margin the words “SUBSTITUTE SHEE'T™ or their
equivalent in the language of publication of the intemational application;

(iii) when one or more sheets are added, each sheet shell be identified by
the number of the preceding sheet followed by & slant and then by a natural
number series, starting always with number one for the first sheet added after an
unchenged sheet (e.g., 10/1,15/1,15/2, 1573, etc.). When lator additions of sheets
to an existing series of added sheots are necossary, an extra digit shall be used for
identifying the further additions (e.g. 15/1, 15/1 /1, 15/1/2, 1512, ele.).

(c) In the cases mentioned in (b)(i) and ( iii) above, it is recommended that
the receiving Office should write, below the numbor of the lust sheet, the wotal
number of the shects of the intcrnational application followed by the words
“TOTAL OF SHEETS" or their equivalent in the langusge of publication of the
international application. Itis fusther recommended that, gt the bottom of any last
sheet added, the words “LAST ADDED SHEET” or their equivalont in the
lenguage of publication of the intorations! application should be insened.

PCT Adminlstrative fustractions Sectlon 312
Kotification of Declsion Not To lssue Decleration that the Inter-
nstlonrl Applicktion Iz Consldered Withdrawn

Where the receiving Office, after having notified the applicant under Rule
29.4 of its intent 1o issue & declarstion under Articlo 14(4), decides not to issue
such a decluration, it shall notify the applicant accordingly.

37 CFR 1.471 Correctlons and amendmonts durlng internrationg!
processing.

(2) All corrections submitted to the United States Receiving Office must
be in the form of replacement sheets and be sccompanied by a Ieter that draws
attiention 1o the differences between the replaced sheets and the replacement
sheets, except that the deletion of lines of text, the correction of simple
typographical srrors, and one addition or change of not more than five words per
sheet may b stated in 8 lewer and the United States Receiving, Offico will make
the deletion or transfer the correction to the intemational application, provided
that such corrections do not adversely sffect the clurity and direct reproducibil-
ity of the application (PCT Rule 26.4),

(b) Amendments of claims submitted to the Intemational Bureau shall be
as preseribed by PCT Rule 46.

DEFECTS IN THE INTERNATIONAL APPLICATION
WHICH MAY BE CORRECTED

Four major types of defects may be present in PCT Interna-
tional applications: (1) those fatal defects under Article 11(2)
which must be corrected before a filing date can be accorded, (2)
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those formal defects under PCT Article 14 which can be cor-
rected without prejudice to the filing date, and (3) defects of
missing sheets or drawings and (4) defects in priority informa-
tion, the correction of which may cause a change in the filing
and/or priority dates.

The following defects under PCT Article 11(2) must be
corrccted before an international filing date can be accorded.
Form PCT/RO/103 is used to call applicant’s atiention to these
defectsand to invite correction thereof. The time limit for filing
the correction is fixed by the Receiving Office. It cannot be less
than 10 days or more than one menth from the date of the
invitation to correct (PCT Rule 20.6(b)).

(i) The international application does not designate at
least one Contracting State.

(ii) The international application does not coniain the
name of the applicant or does not contain at least those minimal
indications concerning the name of the applicant which are
indicated in PCT Article 11(1)(iii)(c) and PCT Rule 20.4(b).

(iit) The international application does not contain a part
which, on the face of it, appears to be a description or a part
which , on the face of it, appears o be a claim or claims (PCT
Article 11(1)(iii) (d) and (¢)).

(iv) None of the applicants is a resident or national of the
Uniied States of America, and thereby entitled to file an inter-
national application with the United States Receiving Office
(PCT Article 11(1 )(i)).

(v) The international application is not in the English
language which must be used for international applications
filed with the United States Receiving Office (PCT Article
FE()(ii)).

(vi) The international application docs not contain an
indication that it is intended as an international application
(PCT Article 11(1)(iii)(a)).

The foilowing defects under Article 14 must be corrected
within the time period set by the United States Receiving Office
in the invitation to correct (form PCT/RO/106) to prevent
withdrawal of the intemmational application (PCT Rule 26.5).
The time limit for correction is fixed by the Receiving Office.
1t must be reasonable under the circumstances; it cannot be less
than one month and normally not more than two months from
the date of the invitation to correct. If the correction is timely
presented, the application will not be withdrawn,

(i) Where the Receiving Office finds that the interna-
tional application is not signed (PCT Article (14)(1)(a)(i) and
PCT Rules 2, 3, 4.1(d) and 4.15). The invitation to complete
together with a copy of the unsigned Request are issued by the
Recciving Qffice as soon as possible after receipt of the inter-
national application (PCT Article 14(1)(b), PCT Rule 26.2 and
Administrative Instructions Section 316). The applicant must
return the copy of the Request properly signed, within the
prescribed time limit,

(ii) Where the Receiving Office finds that the interna-
tional application docs not contain the name of the applicant in
the prescribed way or the prescribed indications concerning the
applicant (other than those specified in Rule 20.4(b)). These
indications include, in particular, the applicant's address, resi-
dence and nationality (PCT Article 14(1)a)(ii) and PCT Rules
4.4 and 4.5).

(iii) Where the Receiving Office finds that the interna-
tional application does not contain & title, that is, a title for the
claimed invention (PCT Article 14(1)(a)(iv) and PCT Rule
26.1(b)).
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(iv) Where the Receiving Office finds that the interna-
tional application does not contain an  abstract (PCT
Article14(1)a)(iv) and PCT Rule 26.1(b)).

(v) Where the Receiving Office finds that the isterng-
tional application does not comply, o the extent provided for in
the Regulations, with the prescribed physical requirements
(PCT Article 14(1 }a)(v) and PCT Rules 11 and 26.3). The
physical requirements are provided for in dewil in PCT Rule 1.
Compliance with them must be checked to the extent that
compliance therewith is necessary for the purpose of reasonably
uniform international publication,

Scveral other defects, namely missing sheets or drawings
and defective priority information, will not canse the applica-
tion o become abandoned, but may effect filing and priority
dates,

(i) Where the Recciving Office finds that any of the
drawings referred to in the international application are, in fact,
not included in that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such drawings is 30
days from the date on which incomplete papers were received by
the Recciving Office (PCT Rule 20.2(a)(iii)). 1t should be
carclully noted that when missing drawings arc received within
30 days they will be entered into the application papers, how-
cver, the date of reecipt of the application and thefiling date, will
be amended (0 reflect the date on which the missing drawings
were received. The United States Receiving Oftice will notify
the applicant of any missing drawings on form PCT/ROQ/107.
Detailed procedures in the case where drawings are missing are
sctforthin Section 310 of the PCT Administrative Instructions.

(i) Where the Receiving Office finds that sheets of the
description or claims are missing, the procedures are similar o
those in (i) above; and are sct fortls in detail in PCT Rule 20 and
Scction 309 of the PCT Administrative Instructions,

(iii} If the Receiving Office finds that the priority claim
fails 10 meet the requirements of Rule 4.10(b) in that the name
of the country of filing or the date of filing of the carlicr appli-
cation arc missing, the priority claim is considered not 1o have
been made and the applicant is notificd accordingly on form
PCT/RO/121 (PCT Administrative Instructions Section 302),

(iv) If the Receiving Office finds that the claimed priority
date does not fall within the period of one ycar preceding the
International filing date, it will invite the applicant to amend or
cancel the priority claim using form PCT/RO/110 (PCT Rule
4.10(d)). The applicant has one month to respond by amending
or canceling the priority claim. If noresponse is timely received,
the Receiving Office will cancel the priority claim ¢x officio
(Administrative Instructions Scecrion 314). The amendment or
cancellation of the priority claimn will be acknowledged using
form PCT/RO/11L,

PRESENTATION OF CORRECTIONS

According to the natare of the defecy, the correction may be
stated in a letter only or may have to be filed in the form of a
replacement sheet or replacement sheets accompanicd by a
letter (37 CFR 1.471), The details are provided for in PCT Rule
26.4. Any correction must be in the English language (PCT Rule
12.2). Astothe signature and other requirements of such leters,
see PCT Rule 92.1. The Receiving Office must inform, and
where necessary, transmit copies of replacement sheets to the
International Scarching Authority.
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CONSEQUENCES OF THE CORRECTION OF DEFECTS

Where the correction is filed with the Receiving Office
within the prescribed time limit and is found acceptable, the
intcrnational application will be considered valid (PCT
Article11(2)(b)). If the correction relates o any of the defects
referred 10 in PCT Ardcle 11(1) and 14(2), the international
filing date will be the date on which the correction wasreceived;
if itrelates only 1o any of the defects referred to in Article 14(1),
the intemational filing date will be the date on which the
international application was received by the Receiving Office.

CONSEQUENCES OF NOT CORRECTING DEFECTS

Where an acceptable response or correction is not filed
within the prescribed time limit, the international application:
(i) will not be treated as an intemational application (@and,
conscquently will not be accorded an international filing date)
if the defect is one of those referred 10 in PCT Article11(1) and
PCT Rule 20.7,

(i) will be treated as withdrawn if the defect is one of
those referred to in PCT Article 14(1) and PCT Rule 26.5. In the
case of a defect of the kind referred 0 in PCT Article 14(2),
wiich remains uncorrected, the reference 10 the (missing)
drawing(s) in the international application will be considered
non-gxistent. Missing sheets will not be entered into the appli-
cation if received atter 30 days of the receipt of incomplete
papers (PCT Rule 20.2(a)0) and PCT Administrative Instruc-
tions Section 309);

(in) if the priority claim fails to meet the requirements of
PCT Rule 4. 10(b), the priority claim is considered not (o have
been made and the applicant is notificd accordingly (Adminis-
trative Instructions Section 302),

1845.03 Correction of Obvious Errors in
Documents [R-2]

PCT Rule 91
Obvlous Leroes ln Dacuinent
Q1.1 Rectification
(#) Subject to paragraphs (b) to (g ), obvious errors in the intemationel

application or other papors submitied by the applicant may be rectified.

(b) Errors which are due 1o the fact that something other than what was
obviously intended was writien in the interational application or other pupar
shall be regardad ax obvious errors, The rectification itacll shall be abvious in
the senso that anyone wonld immediately realive that nothing elss counld have
boon intended than whit i offered as cectilication,

(c) Omissions of entire sloments or shoota of the intemational application,
oven if clearly rosuhting Trom inattention, at the stage, for example, of copying
or assembling sheots, shall not be rectiliable.

(1) Rectification may bo made on the requeit of the applicent. The
anthority having discovered what appaars to be an ohvious error may invite the
spplicant to prosent & reguest for vectification as provided in paragraphs (2) 10
(g WY, Rule 26.4(a) shall apply swdaliv mutandis 10 the mamwer in which

rectifications shall ba requestod.
(e) No rectification shail bo made except with the expross authorization;

(i) of the receiving Offico if the orror {x in the requeat,

(ki) of the intemationgl Scarching Authority if the error is in any pan of
the intemaitonal spplication other than the requost or in any peper subinitied to
that Authority.

(iii) of the Intomational Proliminary lixamining Authority if the error
in in any patt of the intemational application other then the request or in any
paper subanitted to that Awhosity, and
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(iv) of the Intemational Burean if the error is in any paper, other than the
imernationsl application or emendments or corections to that application,
submitted to the Imemationsl Bureau,

(1 Any suthority which authonizes or refuses any rectification shall
promptly notify the applicant of the suthorization or refusal and, in the case of
refugal, of the reasons therefor, The anthority which authorizes a rectification
shall promptly notify the Intemational Bureau eccordingly. Where the authori-
2ation of the rectification was refused, the Intemational Bureau shall, upon
request made by the upplicant prior to the time relevant under paragraph (g ),

@) or (g%°***") und subject to the payment of & special fee whose amount shall

be fixed in the Administrative Instructions, publish the request for rectification
together with the intemationgl application. A copy of the request for rectification
shall be included in the communication under Article 20 where & copy of the
pamphlet is not used for thet communication or, where the international appli-
cation is not published by virwe of Anicls64(3).

{g) The authorization for reatification refeired 1o in paragraph () shall,
subject 1o paragraphs (g%), (') or (g%, bo effective:

(i) where it is given by the receiving Office or by the Intemational
Searching Authority , if its notification to the International Buresu resches that
Bureau befors the expiration of 17 months from the priority date;

(i) whora it is given by the Iimemationsl Preliminary Examining Author-
ity, if it is given before the establishment of the intemationsl preliminary
examination repon;

(iii) whers it is given by the Inemational Buresu, if it is given before the
expiration of 17 months from the priority date.

>(g ") I the notification made under paragraph (g)i) reaches the Intema-
tional Burasy, or if the rectification made under parageaph (g)iii) is suthorized
by the Intemationsl Buresu, after the expiration of 17 months from the priority
date but before the technical preparstions for publication have been completed,
the authorization ghall be incorporated in the said publication,

(g ®") Where the spplicant has asked the Itemational Bureau to publish his
international application before the expiretion of 18 months from the priority
dute, any notificstion nade under paragraph (g)(i) muat reech, and sy reciifi-
cation made under puragraph (g)(ii) must be authorizad by, the Intemational
Burean, in order for the suthorization 10 ba effective, not 1ster than et the time of
the completion of the technical preparations for intemational publication,

(g ") Where the intemationel application is not published by virue of

Aniicle 64(3), any notification made under paragraph (g)(i) must reach, and any
rectification made under paregraph (g)(iii) must bo authorized by, the Interna-
tional Buresu, in order o be effective, not later than & the time of the
communication of the intemational application under Article 20,<*¥

PCT Rule 92
Corregpondence
92.1 Need for Letter and for Signature

(a) Any paper submitied by the applicant in the course of the international
procedure provided for in the Treaty and these Regulations, other than the
international spplication itself, shall, if not itself in the form of a leuer, be
accompanicd by # lettor identifying the intomutional application to which it
relates. The lotter shall bo signed by the applicant.

(b) If the requireinents provided for in paragraph (e} are not complied with,
the applicant shall be informed & 10 the non-compliance and invited 1o remedy
the omission within a time limit fixed in the invitation. The vime limit so fixed
shall be reasonabls in the circumstunces; even where the time limit so fixed
expires later than the time limit epplying to the furnishing of the paper (or even
if the latter time limit has already expirad), it shall not be logs than 10 days and
not more than one month from the mailing of the invitation. If the omisslon is
remedied within the time limit fixed in the invitation, the omission ghall be
disregarded; othorwise, the applicant shall be informed that tho paper has boen
dinrogarded.

(¢) Whero non-complisnce with the requirements provided for in para-
graph (a) hua been overlooked and the papor 1aken into sccount in the intema-
tionel procedurs, the non-compliance shall be disregarded.

92.2 Languages

(=) Subject to Rules 55, | and 66.9 and 10 paragraph (b) of th « Rule, any
teiter or docnment submitted by the applicant 10 the Iiemationar Searching
Authority or the Intemational Preliminary Examining Authority shall bo in the
same language as the international appheation to which i relates.
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(b) Any letier from the applicent 1o the Intemetional Searching Author-
ity or the Imemnationel Preliminary Examining Authority may be in a language
other than that of the intemational application, provided the suid Authornity
authorizes the use of such languuge.

(c) [Delewed)

(d) Any letter from the applicant to the Intemational Bureau shall be in
English or French.

(e) Any letter or notification from the Imemationel Bureeu to the
applicant or 10 any national Office shail be in English or French.

92.3 Mailings by Naiional Offices and Intergovernmental Organizations

Any document or letter emanating from or transmitted by e national
Office or an intergovemimental organization and congtituting an svent from the
dute of which any time limit under the Treaty or these Regulations commences
to run shall be sent by registered air mail, provided that surface mail may be
nsed instead of sir mail in cases where surface mail normally arrives at it
destination within two days fromn mailing or where air meil service is not
available,

92.4 Use of Telegraph, Teleprinter, Lic.

(a) Notwithsuanding the provisions of Rules 11.14 and 92.1(e), but
subject to paragraph (b), below, sny document (including eny drawing)
subsaquent 10 the intemationsl spplication may be sent by telegraph or
teloprinter or other like means of communication producing & printed or written
document. Any such document g0 semt ghull be considered to have been
submitted in a form complying with the requirsments of the seid Rules on the
day on which it was communiceted by the meang mentioned above, provided
that, within 14 days after baing so communicated, ite contents are fumished in
that fonn, otherwise, the telegraphic, eleprinter or cihor communicetion shall
be considered not to have been made,

() Lach national Office or intergovemmental orgenization shall
promptly notify the Internetional Burcau of sny moans referred to in paragraph
(&) by which it is prepared to recoive documonts referred 10 in that paragraph.
The Intemational Bureau shall publigh the information so received in the
Guzetio as well us information concerming the means reforred to in paragraph
(a) by which the Iniemationsl Buseau is propered to raceive any such document.
Paragraph (s) shall apply with respect to any nationel Office or intergovem-
mental organization only 10 the extent the said information has been so
published with regpact t it ‘The Intermational Bureau shatl publish, from time
10 time, in the Gazette, changes in the information previously published.

Obvious errorsof transcription may be rectified (PCT Rule
91). The Receiving Office or the International Searching Au-
thority will inform the applicant of obvious errors of transcrip-
tion using form PCT/RO/108 or PCT/ISA/216, respectively.
The form will indicate to which Authority the applicant may
request rectification of the crror. In general the Receiving
Office may authorize rectification of errors in the Request only.
The International Scarching Authority may authorize rectifica-
tion of errors in the description, claims, abstract or drawings.
The applicant, upon noticing an crror of transcription, may
spontancously present a request for rectification to the appro-
priate Authority. The Authority will promptly inform the appli-
cant of the authorization or the refusal to authorize the rectifi-
cation of obvious crrors. The forms used by the United States
Receiving Office and the International Searching Authority for
authorization or refusal are PCT/RO/109 and PCTASA/217.

1845.04 Changes in Certain Indications in
the Request [R-2)

PCT Rule 92%°
Recording of Changes in Certaln Indications in the Request or
the Demand
92%8 | Recording of Changes by tha Iniernational Bureau
() The Itemational Buscau shatl, on the request of the applicant o the
receiving Office, record chiamges in the following indications appearing in the
tequest or demand:
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(i) poreon, name, residence, nationality or eddress of the applicant,

(if) person, name or eddress of the agent, the comimon representative or
the inventor.

(b) The Intemational Rurcau shell not record the requested change if the

request for recording is received by it after the expiration:

(i) of the time limit roferred to in Anticle 22(1), where Article 39.1 isnot
applicable with respect to any Contracting State

(ii) of the time limit referred 1o in Article 39(1)(a), where Anticle 39.1
is applicable with respect to at least one Contracting State.

1860 The International Searching Authority
(R-2]

PCT Article 16
The International Searching Authority

(1) International ssarch shall be camried out by an Intemetionel Scarching
Authority, which may be either & national Office or en intergovemmental
orgenization, euch as the Intemmational Patent Institsts, whoeo tasks include the
establishing of documentary search reports on prior art with respact to inven-
tions which are the subject of applications.

(2) If, pending the esteblishment of a single Intomational Searching
Authority, thers are several Intemationsl Searching Authorities, each recsiving
Offics shell, in sccordance with the provisions of the spplicable agresment
referred to in parsgraph(3)(b), specify the Intemational Searching Authority or
Authcrities compotent for the searching of intemational applications filed with
such Office.

(3)(e) Intsmautionsl Searching Authorities shall be sppointed by the As-
gembly. Any nations] Offics and eny intergovemmental organization eatisfying
the requirements refesred 10 in subparagraph (¢) may be gppointed as Intema-
tional Searching Authority.

() Appointment shall be conditionel on the consent of the national
Office or intergovemimental orgenization 1o be eppointed and the conclusion of
an sgreement, subject 1o approval by the Assembly, between such Offica or
organization and the Intometional Buresu, The egreement shall specify the
rights and obligations of the parties, in pariicular, the formel underisking by the
said Office or organization tc apply and observe all the common rules of
intemationsl soarch.

{c) The Regulations preecribe the minimum requirements, particulsrly
as to manpowor snd documentation, which any Office or orgenization must
satisfy before it can be appointed and must continue to satiefy while it remeins
appointod,

(d) Appoinunert shall be for & fixed period of time end may be extended
for further periode.

() Before the Assembly mekes & decision on the appointment of any
netional Office or imergovemmental organization, or on the extension of its
appointment, or before it allows any such appointment to lapee, the Assembly
ghall hear the interested Office or organization and scck the advice of the
Comminee for Technicel Cooperation referred to in Article 56 once that
Commiites has been established.

PCT Article 17
Procedure before the Internationsl Searching Authorlty
(1) Procadurs before the Intemational Searching Authority shall be gov-
emed by theprovisione of this Treaty, the Regulatios, and the agreement which
the Intemational Burcau shall conclude, subject to this Treaty and the Roguls-
tions, with the said Authority,
(2)(=) If the Intemational Searching Authority considers:

(i) that the international application relates 10 s subject matter which the
International Searching Authority is not required, under the Regulations, to
search, and in the particular case decides not to search, or

(i1) that the description, the cleims, or the drawingsg, fail 1o comply with
the prescribed requircinents 1o such an extont that a meaningful search could net
be carvicd out,

tha said Authority shall so declare and shall notify the applicant and the
Intemational Burcau that no intemationel search report will be established

(b) If any of the situations referred 10 in subparagraph (&) is found toenist
in connection with cortain claims only, the intemational search report shall so
indicaie in regpect of such claims, whereas, for the other claims, the ssid report
shall be eatablishad as provided in Anicle 18,
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(3Xs) If the Intemational Searching Authority considers that the interna-
tional application does not comply with the reguirement of unity of invention es
set forth in the Regulations, it shall invite the spplicamt to pay edditionel feee,
The Intemationel Searching Authority shall establish the itemational search
reporion those parte of the intemational application which relate tothe invention
first mentioned in the claims ("main invention') end, provided the required
edditional fees have been paid within the prescribed time limit, on those paris
of the intemational application which relate to inventions in respect of which the
said fecs were paid.

(b) The nationsal law of any designated State mey provide that, where the
national Office of the State finds the invitation, referred to in subparagraph (2),
of the Intemational Scarching Authority justified and where the epplicant has
not paid all edditicna) fees, those pens of the intometions! application which
consequently heve not been searched siell, a8 far a8 effects in the State arc
concemed, be considared withdrawn unlees a special fee is paid by the spplicant
to the national Office of thet State.

PCT Rule 25
Recelpt of the Search Copy by the International Searching
Authorlty

25.1 Notification of Recaipt of the Search Copy

The Interastiona} Searching Authority shall promptly notify the Inteme-
tiona! Buresu, the applicant, and — unless the International Searching Author-
ity is the same e the receiving Office -— the receiving Office, of the fact end the
date of receipt of the sesrch copy.

PCT Rule 35
The Competent Intornstionel Searching Authority

35.1 When Only One International Searching Awhority is Compeient
Each receiving Office shell, in accordence with the temms of the spplicable
egreement referred 1o in Asticle 16(3)(b), inform the International Bureau which
Intemationsl Searching Authority is competent for the seerching of the intema-
tional epplications filed with it, and the Internationel Burssu shell prompuly
publish such information.
35.2 When Sevaral International Searching Authoritics Are Competent
(8) Any receiving Office may, in accordance with the terms of the
applicable egreemont referred 1o in Articls 16(3)(b), epecify several Intema-
tional Sesrching Authorities:
(i) by daclering all of them compatent for eny intemational application
filed with it, and leaving the choice to the applicant, or
(ii) by declaring one ormors competent for cerain kinds of interstional
spplications filed with it, and declaring one or more others compatent for other
kinds of intemational spplicatione filed with it, provided thet, for thoss kinde of
intemetional applications for which several International Searching Autherities
are declared to be compatent, the choice ghall be left to the applicent.
(b) Any recoiving Office availing itself of the feculty provided in para-
graph (a) shall prompuly inform the Intornaticnal Bures, and the Intemational
Bureais shall promptly publish such information.

35 U.8.C, 362 International Searching Authority >and Interna-
ticnni Prelimingry Examining Authority,

>(e)< The Patent and Tredemark Office may act as an Imemationsl
Searching Authority >and Intemationel Preliminary Exemining Authority<
with respect to intemational applications in eccordance with the tarms and
conditions of an agreament which may be concluded with the Intsmetionsl
Bureau >, and may discharge ell duties required of such Authorities, including
the collection of handling fese and their transmitial to the International Buresue,

»(b) The handling fee, preliminary examination fos, and any edditional
fees due for intemational preliminary exemination shell be paid within such
time &8 may bo fixed by the Commissioner.<

37 CFR 1.413 The Unlted Statos International Searching
Authorlty.

(a) Pursvant to appointment by the Assembly, the United States Patent and
Trademark Office will act s en Intemational Searching Authority for intema-
tional applications filed in the United States Receiving Office and in other
Recsiving Offices as may be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Tredemark Office and the Intemational
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Buresu (PCT Ant. 16(3XD)).

(b) The Patent and Trademark Office, when acting as an Intemational
Searching Authority, will be identified iy the full title “United States Intema-
tional Searching Authority” or by the sbbreviation *ISA/US.”

(c) The mejor functions of the Intemational Searching Authority include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting intemational and intemationsl-type searches and prepar-
ing internationel and international-type search reports (PCT An. 15, 17 and 18,
and PCT Rules 25, 33 to 45 and 47); and

{4) Trangmitting the intemnational search report to the applicant and the
Intemational Bureau.

TRANSMITTAL OF THE “SEARCH COPY” TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Receiving Office to
the International Searching Authority (PCT Article 12(1)), the
details of the transmittal are provided in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE INTERNA-
TIONAL SEARCHING AUTHORITY

The main procedural steps that any intemational application
goes through in the International Searching Authority are the
following:

(i) the making of the international scarch (PCT Articie
15), and ,

(ii) the preparing of the international search report (PCT
Article 18 and PCT Rule 43),

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications fiied with the U.S.
Receiving Office, the United States International Scarching
Authority, which is the Examining Corps of the United States
Patent and Trademark Office, and the European Patent Office
arc competent to carry out the international search (PCT Article
16, PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Trademark Officc has in-
formed the International Burcau that in addition to the United
States Patent and Trademark Office, the European Patent Office
is competentas an International Searching Authority for search-
ing all kinds of international applications filed in the United
States Receiving Office on and after Oct. 1, 1982. (PCT Article
16(2) and PCT Rule 35.2(a)().

MATTERS TO BE CONSIDERED WHEN CHOOSING AN
INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an Interna-
tional Scarching Authority could be an advantage to United
States applicants who designate countries for European Re-
gional patent protection in PCT International applications for the
following rcasons:

(1) Claims may be amended according to EPO searchresults
before entering the European Office as a designaied Office.

(2) The EPO search fee need not be paid upon entering the
European Office as a designated Office.

(3) The EPO scarchresults may be available foruseinaU.S.
priority application.
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(4) The EPQ international scarch may be oblained with-
out the nced for a European Professional Representative.

(5) The European Patent Office scarch could provide the
U.S. applicant with the benefit of a European art search (which
may be different from his own or the USPTO's search) before
it is necessary to enter the European Patent Office or other
designated Offices and usually before amendments to the U.S.
priority application are needed.**

Somc of the disadvantages that may occur due to the Eu-
ropean Patent Office making the International Scarch are the
following:

(1) Additional mailing time to and from the EPO Search-
ing Authority may shorien the time for applicants to respond to
various invitations from the EPO such as for comments on
abstracts and payments of additional scarch fees as well as for
PCT Article 19 amendments to the claims after issuance of the
International Scarch Report.

(2) There may be more difficulty in solving any proce-
dural problems between the applicantand the EPO than with the
USPTO due to physical distance and time differences.

1861 The European Patent Office as an
International Searching Authority [R-2]

Since October 1, 1982, the European Patent Office (EPQ)
has been available as a Scarching Authority for PCT applica-
tions filed in the United States Receiving Office. The choice of
Scarching Authority ,cither the EPO or the United States Patent
and Trademark Office, must be made by the applicant on filing
the International Application. The choice of Searching Author-
ity may also be indicated on Transmittal Letter form PTO-
1382,

Itshould be noted that the European Patent Office will not
search , by virtuc of PCT Article 17(2)(2)(i), any international
application io the extent that it considers that the international
application relates to subject matter set forth in PCT Rule 39.1.
Furthermore, the European Patent Office is not equipped to
scarch computer programs.

The international search fec for the European Patent Office
must be paid to the United States Patent and Trademark Office
(USPTO) as a Receiving Office at the time of filing the inter-
national application. The search fec for the European Patent
Office is currently set under PCT Rule 16.1(b) at >1,080<*
United States dollars, The search fee will change as costs and
exchange rates require.** If exchange rates fluctuate signifi-
cantly, the fee may change frequently. Notice of changes will
be published in the Official Gazette shortly before the effective
date of any change.

If the European Patent Office as the International Search-
ing Authority considers that the international application does
not comply with the requirement of unity of invention as set
forth in PCT Rule 13, the European Patent Office will invite
applicants to timely pay directly to it an additional search fee of
2,095 Deutsche Marks for cach additional invention.

A revised fee calculation sheet (form PCT/RO/101, An-
nex) having appropriate spaces to indicate the choice of Inter-
national Scarching Authority has been developed so that appli-
cants may indicate which International Scarching Authority is
1o make the scarch,
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1862 The International Search [R-2])

PCT Article 15
The International Search

(1) Each international epplication shall be the subject of intemational
search,

(2) The objective of the international search is to discover relevant prior
an.

(3) Intemational search shali be made on the basis of the claims, with due
regard 1o the description and the drawings (if any).

(4) The International Scarching Authority referred to in Anicle 16 shall
endeavorto discover as much of the relevant prior an as its facilitics permit, and
shall, in any case, consult the documentation specified in the Regulations.

(5) if the national law of the Contracting State so permits, the applicant
who files & national application with the national Office of or acting for such
State may, subject to the conditions provided for in such law, request that &
search similar to an intemational search (“intemational -type search™) be carried
out on such application.

(b) If the national law of the Contracting State so pennits, the national
Office of or acting for such State may subject any national application filed with
it to an intemational-type search.

(c) 'The intemational-type search shall be carried out by the International
Searching Authority referred to in Anticle 16 which would be competent for an
intemational search if the national application were an international application
snd were filed with the Office referved to in subparagraphs (2) and (b). If the
national application is in a language which the Interational Scarching Author-
ity considers it is not equipped to hendle, the iniemational-type search shall be
carried out on a translation prepared by the applicant in a language prescribed
for intemational applications and which the Intemational Searching Authority
has undertaken to accept for intemational epplications. The national application
and the translation, when required, shall be presented in the form prescribed for
iniemstional applications.

PCT Rule 33
Relevant Prior Art for the luternationsl Scarch
33.1 Relevant Prior Art for the International Search

(8) For the purpoges of Article 15(2), selevant prior an shall congist of
everything which has been made availeble to the public snywhere in the world
by means of writien disclosure (including drawings and other illustrations) and
which is capable of being of assistance in determining that the claimed invention
is or is nct new and that it does or does not involve an inventive atep (i.c., that
it is oris not obvious), provided that the meking available to the public occurred
prior te the imemational filing date.

(b) When any written disclosure refers to an oral disclosure, use, exhibi-
tion, or other means whereby the comtents of the written disclosure were made
availzble o the public, and such making available to the public occurred on 8
dale prior to the intemationel filing date, the intemational search report shall
separately mention that fact and the date on which it occurred if the making
available to the public of the written disclosure occurred on a dute posterior to
the international filing date.

(c) Any published application or any patent whoss publication dste is later
but whose filing date, or, where applicable, claimed priosity dats, is earlier than
the intematicnal filing date of the inlernational application searched, and which
would constitiz relevant prior art for the purposes of Article 15(2) had it been
published prior to the international filing date, shall be specially mentioned in
the intemetional search report,

33.2 Fields to Be Covereid by the Intzrnational Search

(a) The international search shall cover ell those technical fields, and shall
be carried out on the basis of all those search files, which may contain material
pertinent to the invention.

(b) Consequently, not only shall the ant in which the invention is claasifi-
able be scarched but also anelogous ans regardiess of where classified.

(c) The question what asts are, in any given case, 10 be regarded as
analogous shall be considered in the light of what appears 10 be the necessary
essential function or use of the invention and not only the specific functions
expressly indicated in the intemational application.

(d) The intemational scarch shall embrace all subject matter that is
generally recognized s equivalent 1o the subject maner of the claimed invention
for all or certain of its features, even though, in its specifics, the invention as
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described in the intemational application is different,
33.3 Orientation of the International Search

(a) Intemational search shall be made on the basis of the claims, with due
regard to the description and the drewings (if any) and with particular emphasis
on the inventive concept towards which the claims are divecied.

(b) Insofar as poseible and reasonable, the intemnational search shall cover
the entire subject matter to which the claims are directed or to which they might
reasonably be expected to be direcied after they have been amended.

PCT Rule 34
Minimum Documentation
34.1 Definition

(a) Thedefinitions contained in Article 2(i) and (ii) shall not apply
for the purposes of this Rule.

(b) The documentation referred 10 in Anticle 15(4) (“minimum
documentation”) shall consist of:

(i) the “national patent documents™ as specifiec: in paragraph (c),

(i) the published intemational (CT) applications, the published regionsl
applications for patents and inventors® certificaies, and the published regional
paients and inventors® centificates,

(iii) such other published itemns of non-patent licrature as the Interna-
tional Searching Authorities shall agree upon and which shell be published in
a list by the Internationa! Buresu when agreed wpon for the first time and
whenever changed.

(c) Subject to paragraphs (d) and (¢), the “netional patent documents” shall
be the following:

(i) the patents issued in and after 1920 by I'rance, the fonmer Reichspat-
entamt of Germany, Japan, the Soviet Union, Switzerland (in French end
German languages only), the United Kingdom, and the United States of Ames-
ica,

(ii) the patents issued by the Federal Republic of Germany,

(iii) the patent applicetions, if auy, published i« and after 1920 in the
coustries referred to in uerns (i) and (ii),

(iv) the inventors’ conificates issued by the Soviet Union,

(v) the wiility cenificetes issued by, and the published applicetions for
utility cenificetes of France,

(vi)* such patents issued by, and such patent applications published in,
&ny other country afier 1920 ae are in the Eoglish, French, {or} German or
Spanish language and in which no priority is cleimed, provided that the national
Office of the interested country sons out thess documents end places them st the
disposal of cach Intemational Searching Authority.

(d) Where an application is republished once (for example, and Offenle-
gungsachrift as an Auslegeschrift) or more then once, no Intemnetional Search-
ing Authority shall be obliged to keep all versions in its documentation;
consequently, each such Authority shall be entitled not to keep more than one
version. furthermore, where an application is granted and iz issued in the form
of a patent or & wtility cenificate (France), no Intemational Searching Author-
ity shall be obliged 10 keep both the application and the patent or utility
centificate (France) in its docamentation; consequently, each such Auvthority
shell be entitled to keep cither the application only or the patent or uiility
centificste (France) only.

(c)* Any Intemational Searching Authority whose official langugge, or
one of whose officist languages, is not Japanese, Russian or Spanish is entitled
not 1o include in its documentation those patent documentis of Jepan and the
Soviet Union as well as those patent documents in the Spanish language,
respeciively, for which no ebstracts in the linglish lenguege are generally
available. English absiracts becoming generally available after the dats of entry
into foree of these Regulations shall require the inclugion of the patent docu-
ments to which the abatracts refor no tater than six months afier such abatracts
become generally available. In cass of the interruption of abstracting services
in English in technical fields in which English abstracts were formerly generally
uvailable, the Agsembly shall wake eppropriate measures 10 provide for the
prompt restoration of such services in the said ficlds.

(f) For the purposes of this Rulc, applicstions which have only been laid
open for public inspection are not considered published applications.

*The words printed in italics in paragraphs (c)Xvi) end () of Rule 34.] will bacome
applicable at the sama time the: the PCT will ester inte force in respect of the country
which, emong the Spanish-sposking countsies, is the first w ratify or acosde to the PCT,
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PCT Rule 36
Mialmum Requirements for International Searching Authoritios
36.1 Definition of Minimum Requirements
The minimum requirements referred to in Aricle 16(3)(c) shall be the
following:

(1) the nationa! Office or imergovemmental organization must have at
least 100 full-time employees with sufficient technical qualificetions 1o carry out
searches;

(ii) that Office or organization must Lave in it possession at least the
minimum docomentation referred to in Rule 34, properly arranged for search
purposes;

(iii) that Office or organization must have & sweff which is capable of
searching the required technical ficlds and which has the language facilities to
understand at lergt those languages in which the minimum documentation
referred 10 in Rule 34 is written or is translaed.

I'CT Rule 39
Subject Matter nnder Article 17(2)(w)(i)
39.1 Definition

No Intemational Searching Authority shall be required to search an
international application if, and 10 the extent to which, its subject mauter is any
of the following:

(i) scientific and mathematical theories,

(it) plunt or animal varicties or essentinlly biological processes for the
production of planis and animals, other than microbiological processes avd the
products of guch processes,

(iti) scheines, rules or methods of doing business, performing purcly
mental acts or playing games,

(iv) methods for treatment of the human or animal body by surgery or
therapy, as well as dingnostic methods,

(v) mere presentations of information,

(vi) computer programs to the extent that the Intemational Searching

Authority is not equipped to searchi prior ant conceming such programs.

PCT Administeative Instructlons Sectlon 501
Correctlony Submitted to the International Searching Authorlty
Concerning Expresslons, ete., Not to be Used In the
1aternational Application

Where the applicant submits corrections 10 the Intemational Searching
Authority aimed at complying with the prescription of Rule 9.1, that Awthority
shall transmit copics of such corrections to the receiving Office and the
Intemetions] Burcau.

The objective of the international scarch is 0 discover
relevant prior art (PCT Article 15(2)). “Prior art” consisis of
cverything which has been made available to the public any-
where in the world by means of written disclosure (including
drawings and other illustrations); it is “relevant” in respectof the
international application if it is capable of being of assistance in
determining that the claimed invention is or is not ncw and that
the claimed invention does or does noi involve an inventive step
(@i .c., that it is or is not obvious), and if the making available to
the public occurred prior to the international filing date, for
further details sec PCT Rule 33, The international scarch is made
on the basis of the claims, with due regard 1o the description and
the drawings (if any) contained in the international application
(PCT Articie 15(3)).

DOCUMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Scarching Authority must endeavor to
discover as much of the relevant prior art as its facilitis permit
PCT Articie 15(4)), and, inany case, must consult the so-catted
“minimum documentation” (PCT Rule 34).
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CERTAIN SUBJECT MATTER NEED NOT BE
SEARCHED

No International Searching Authority is required to per-
form an intcmation.l search where the intiernational applica-
tion relates o any of the fol'owing subject matters:

(i) scicntific and matheinatical theories,

(ii) plant or animal varieties or essentially biological proc-
esses for the production of plants and animals, other than
microbiological processes and the products of such processes,

(iii) schemes, rules or methods of doing business, perform-
ing purcly mental acts or playing games,

(iv) methods for treatment of the human or gnimal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentation of information, and

(vi) computer programs to the extent that it, the said Au-
thority is not equipped to scarch prior art (PCT Article
17(2)(0)(i) and PCT Rule 39).

The applicant planning to file an interational application
may he well advised not to file onc if the subject matter of the
application falls into on¢ of the above mentioned arcas; if he or
she still does file, the **  Intemational Searching Authority
may declare that it will not establish an intemnational scarch
report. It is to be noted nevertheless that the lack of the
intemational scarch report in such case will not have, in iisclf,
any influence on the validity of the international application
and the latter’s processing will continue, including its commu-
nication to the designated Offices.

>The USPTO has declared that it will scarch and examine
ininternational applications all subject matter scarched and e x-
amined in U.S. national applications.<

NO SEARCH REQUIRED IF CLAIMS ARE UNCLEAR

If the International Searching Authority considers that the
description, the claims, or the drawings {ail to comply with the
prescribed requirements to such an extent that @ meaningful
scarch could not be carried out, it may declare that it will not
establish a search report (PCT Article 17(2)( a) (ii) and (b)).
Such declaration may also be made in respect of some of the
claims only. This may be particularly the case where the
description or the claims are unclear. The lack of the interna-
tional scarch report will no, in itself, have any influence on the
validity of the international application and the latter’s process-
ing will continue, including its communication to the desig-
nated Offices. Where only some of the claims are found to be
“unscarchable,” the International Scarching Authority will not
scarch them, but will scarch the rest of the international appli-
cation. Any unscarched claims will be indicated in the Scarch
Report,

1863 The International Search Report
[R-2)

PCT Article 18
The lnternatlonal Search Report
(1) The intemational search report shall be established within the
proscribed time limit and in the prescribed form.
(2) The international search roport shall, as soon ee it hae been estab-
lished, bo tranamitied by the Intemational Searching Authority to the applicam
and the Intemational Burcau.
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(3) The intemational search report or the decluration referred 1oin Anticle
17(2)(w) shatl be translated ag provided inthe Regulations, The translations shall
be prepared by or under the responsibility of the Intemational Bureau.

PCT Rule 37
Mlssing or Defective Title

Y12 Lack of Title

If the intemational epplication does not contain a title and the receiving
Office has naified the International Searching Authority that it hes invited the
applicant 10 correct such dofect, the Intemational Searching Authority shall
proceed with the intemational search unloss snd until it vecsives notification that
the said applicstion is considered withdrawn,
31.2 lzsablishment of Title

ITthe intemational epplication does not comain atile and the Intemational
Searching Authority has not received e notification from the receiving Officeto
the effect that the applicant has been invited to fumish a tide, or if the said
Authority finde that the title does not comply with Ruls 4.3, it shall itself
estublish a vitle,

PCT Rule 38
Mlasing Abstract

38.1 Lack of Abstract

If the intemational spplication does not contain an abetract &nd the
receiving Offico has notified the Internations]l Searching Authority that it has
invitod the applicant to correct such defact, the Intemational Searching Author-
ity shall proceed with the internstional search unlegs and until it receives
notification that the suid application is congidersd withdrawn,
38.2 Establishmant of Abstract

(») If the intemational application docs not contain an abstract and tha
lntemational Sesrching Authority has not received & notification from the
receiving Office 1o the effect that the applicknt has been invited to furnish an
ehatract, or if the said Authority finds that the abstract doss not comply with Rule
8, it shall itself astublish an abstract (in the langusge in which the intermational
application is published). In the latter case, it shall invite the applicant 16
comment on the ebstrsci extablished by it within one month from the daie of the
invitation,

(b) 'The definitive contenis of the sbstract shall be determined by the
Intemational Searching Authority,

PCT Rule 43
The Internstlonel Senrch Report

43.1 Identifications

‘The intemnational search report shall identify the Intemational Searching
Authority which established it by indicating the name of such Authority, and the
international application by indicating the intemationa! epplication number, the
name of the applicant, the name of the receiving Office, and the intemational
filing date,
43.2 Dates

‘The intemstional search report shall be dated and shall indicate the dwe
on which the intemations! scarch was actuelly completed. It shall elso indicats
the filing dute of any esrlicr application whose priority is cleimed,
43.3 Classification

(#) The international search report shafl contain the classification of the
subject matier at least ccording o the Intemational Patemt Classification,

(b) Such classification shall be effected by the Intemational Searching
Authority.
43.4 Language

Lvery international search report and any declaration made under Article
17(2)(s) shadl bo in the language in which the intemational spplication to which
it relates is published,
43.5 Citations

(r) The inmemational search report ehall contain the citations of the
documents considered to be relevant.

(b) The method of identifying sny cited document shall be regulated by the
Administrative Instructions.

(c) Citations of particular relevance shall bo specially indicated,

(4) Citations which are not relovant to all the claims shell bs cited in
relation 10 the claim or claims 1o which :* sy ars relevant,

() If only cortrin passages of the cited document sro relevant or particu-
larly relevant, they shall bo identified, for exemple, by indicating the page, the
cofumn, or the lines, where the passage appoars.
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43.6 Figlds Searched

(&) The inemational sesrch report shall list the classification identifica-
tions of the ficids searched. If that identification is effecied on the hasie of @
classification other than the International Patent Claesification, the Intema-
tional Searching Authority shali publish the classification used.

(b) If the intemational search ontended 1 patents, inventors® cenificates,
utility certificates, utility models, patents or cenificates of addition, inventors®
cenificaten of addition, utility certificates of addition, orpublished epplications
for any of those kinds of protection, of States, periods, or langusges, not
included in the minimum documentation as defined in Rule 34, the intemational
search report shell, when precticeble, idemtify the kinds of documents, the
States the poriods, and the languages to which it extended. For the purposes of
this puragraph, Anticle 2(ii) shali not apply.

43.7 Remarks Concerning Unity of Invention

If the applicam paid additional fees for the intemational search, the
intemnational scarch report shall o indicats. Fusthermore, where the intema-
tional search was made on the main invention only (Asticle 17(3)(a)), the
intermational search report shall indicate what parts of the international epplica-
tion were und what paris were not searched,

43.8 Signature

The imemational search report shall be signed by an suthorizad officer of
the Intemational Searching Authority.
43.9 No Other Matter

The intemations! search report shall contain no matier other than that
enumerated in Rules 33,1(b) and (¢),43.1, 2,3, 5,6,7 and 8, and 44.2(a) and (b),
end the indication reforred o in Article 17(2) (b). In paniculer, it shall contsin
no expressions of opinion, reasoning, argumente, of explanations.

43.10 Form

The physical requirements as to the form of the intemationel scasch report

shall be prescribied by the Administrative Instructions,

PCT Rule 44
Tranamittal of the Internatlonal Search Repert, Ete,
44.1 Copies of Report or Declaration

The Intemational Scarching Authority shall, on ths same dary, transinit one
copy of the intemational scarch report or the declaration referred 1o in Aricle
17(2)(2) to the Intemational Burcay and one copy to the applicant.

44.2 Title or Abstract

() Subject 1o puragraphs (b) and (¢), the intemational search rapon shall
either state thut the hiemational Searching Anthority approves the title and the
abstract s submitted by the applicant or be accompanied by the text of the title
and/or abstract ag established by the International Searching Authority under
Rules 37 and 38,

(b) I, et the timo the intemationsl search is complated, the time limit
sllowed for the applicant 1o comment on eny suggestion of the Intemational
Searching Authority in respect of the ebstract hae not expired, the intemational
search repont shall indicate that it is incowplots es far as the abstrect is
concemed,

(c) Ar soon as the time limit referred to in paragraph (b) has expired, the
Intemational Ssarching Authority shall notify the abatract approved or estab-
lished by it to the Intemational Bureau and to the applicent.

44.3 Copies of Citad Documaents

() ‘The request veferred to in Article 20(3) may be prosented uny time
during scven years from the iniemationsl filing date of the intemational
application to which the intemations) search report relatos,

(b) ‘The International Scarching Authority may require that the parny
(applicant or designated Office) presenting the request pay 1o it the cost of
preparing and mailing the copies. ‘The lavel of the cost of preparing coples shall
be provided for in the agreements reforved 10 in Anticle 16(3)(b) between the
Intermational Searching Authorities and the International Bureau,

(c) Any Intemational Searching Authority not wishing to send copies
direct to any designated Office shall send & copy tothe Intermational Bureau and
the Intemational Burean shell then proceed &8 provided in paragraphs (s) and

®).
(d) Any intemational Searching Authority may perform the obligations
referved 1o in () to (¢) through another sgency responsible to it

POCT Admintustrative Inntructions Sectlon 503
Meothod of ldentifyiag Documents Cited In the Interrational
Search Report
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Tdentification of any document cited in the intemational search repon
referred in Rule 43.5(b) shall bo made by indicating the following elements inthe
otder in which they are listed:

(a) In the case of any patent documens (patest documents boing patents
within the meaning of Asticle 2(ii) as well as published applications rolating
theroto:

(i) the Office that ivsued the document, by the two-letter code us in Annex
B;

(i) the kind of docwinent, by the appropriate symbols as in > the Standard
Code for Identification of Different Kinds of Patent Documents, Published in
WIFOQ Handbook on Patent Information and Docuinentstion, Volume 1, Part 3,
Standards-ST.16.

(ii) the number of the document g given to it by the Office that issued it
(for Japanese patent documente the indication of the year of the reign of the
Emperor must preceds the serial number of the patent document);

(iv) the neme of the patentee or applicamt (in capital letiers, where
gppropriste ebbrevisted),

(v) the date of publication of the cited patent document as indicated
thercon; and

(vl) where applicable, the pages, columng or lines where the relevant
passagos appoer, or the relevent figures of the drawings.

(The following example illustrates the citstion of & patent document
according to paragraph (e) above:

1P, B, 50-14535 (NCR CORPORATION) 28 May 1975 (28.05.75), see
column 4, lines 3 10 27),

(b) In the Case of any Book or Other Separately Issued Publication:

(i) the neme of the author;

(i) the title (including, wiere epplicable, the number of the edition and/or
volume);

(iii) the year of publication (when thig coincides with the yeer of the
internationsl epplication or of the priority cluim, the Intemational Searching
Authority shall endesvor 1o detormine the month and, if necessary, the dey of
publicetion &nd 10 indicate these date in the intemnational search report);

(iv) the name of the publighoer;

(v) 85 fur as available, the place of publication (where only the location of
the publisher appeirs on the book or other separately issued publication, then that
location ghall be indicated as the place of publication); and

(vi) where appliceble, the pages, columns or lines where the relevamt
passages appear, or the relevant figures of the drawings.

(Theafollowing example iHustraiss the citstion of & book or other separately
issued publication according to peregraph (b) above:

H. Walton, “Microwave Quantum Theory,” Volume 2, published 1973, by
Sweot end Maxwell (London), sce prges 138 1o 192, espocially pages 146 10
148.)

(c) In the case of any article published in a periodical or other serial
publication:

(i) the titls of the poriodical of other gerial publication;

(ii) the number of the volume and the date of the issue in which the anicle
appeRTs;

(iii) as far 88 available, the pluce of publication (where only the locution of
the publisher appears in the periodical or other serinl publication, then that
location shall be indicated as the place of publication);

(iv) the author and the title of the anicle and the munber of the page both
on which tho article starts and onds; and

(v) whese appliceble, the pages, colunng or lines where the relevant
passages appeer, or the relevant figures of the drawinge,

(The following example illugtrates the citation of an srticle published in &
periodical or other serial publicetion according to paragraph (¢) above:

IBM Technical Disclosure Bulietin, Volume 17, No. §, issucd October
1974 (Asmonk, New York),J. Q. Drop, “Imegrated Circuit Pesgonrlization st the
Module Level” seo pages 1344 end 13435.)

(d) In the case of abstracts:

(i) the idenmification of the document containing the sbatract in the manner
set forth in paragraphs (a), (b) and (c) reapactively, depending upoin whether the
sbstract is contained in & patent document, in & book of other seperately issued
publication, or in an article published in a poriodical or other serisi publication;

(il) ins the cage where the abstract is not published 1ogether with the full 1ext
document which served ag its basig, tho identification of both abstract and full
text document on the basis of whatever hibliographic data may bs available in
respect thereto,

(The following example illusisatos the citation of an abstract kecording

1800-53

paragraph (d) (i) above:

Chemical Abstrscts, Volume 75, No. 20, issued 15 November
1971(15.11.71) (Columbus, Ghio, USA), 1. I. Shetlov, “Surface Effecis
During Mental Fatigue,” see page 163, column 1, the abatract No. 120718k,
Fiz.-Khim. Mckh. Mater. 1971, 7(2), 7-11(Russ).)

PCT Administrative Instructions Sectlon 504
Cilusslification of the Subjoct Matter of the International
Appllcation

(a) Where the subject matter of the intemational application is such that
classification thereof requires more than one classification symbol according
1o the principles (o be followed in the application of the Intemationsl Patent
Classification to any given patent document, the imemational search report
shall indicate all such symbols.

(b) Where any national classification system is used, the intemetions!
scarch weport may indicae all the applicable classification symbols also
according to that system,

(¢c) Where the subject matter of the intemational application is classified
both according to the Intemational Patent Claseification end to any nationsl
clagsification system, the intenational search report shall, wherever possible,
indicate the corresponding symbole of both classificetions opposite each other.

PCT Adminlstrative Instructions Section 508
Indlcation of Cltatlions of Partlcolar Relevence In the
Internationul Search Report

(a) Where any document cited in the intomationsl search report is of
pusticular relevance, the special indicstion required by Rule 43.5(c) ehall
congist of the letter(s) "X" and/or “Y" placed next to the citetion of the said
document,

(b) Category “ X" ia applicable where a document is such that when teken
slone, & claimed invention cennot be considered novel or cannot be considered
to involve an inventive sep.

(¢) Category “Y" is applicable where a document is such that & claimed
invention cannot be congidered to involve an inventive step when the document
is combined with one ormore other such documenty, such combination being
obvious 10 & person skilled in the art.

PCT Administrotive Instructlons Scetlon 507
Mannaer of Indlcatlng Certaln Speclei Categories of Dacuments
Cited In the Internationafl Search Report

(&) Where any document cited in the intemetional search report refers to
an oral disclosure, use, exhibition, or other means referred to in Rule 33.1(b),
the goparate indication required by thet Rule shall consint of the letter “O"
placed next to the citation of the seid document.

(b) Where sny document cited in the internstional search repont is o
published spplication or patent 48 defined in Rule 33.1(c), the epeciel mention
required by that Rule shall consist of the lener "E” placed next to the citation
of the gaid document,

(c) Where any document cited in the intemational search report is not
considered tobe of particular relevance requiring the use of categories “X ™ and/
or "Y' but defines the general stste of the ar, it shail be indicated by the lever
"A" pluced next to the citation of the said document.® :

* (sce 11, 3.14 of the Guidelines for Intemational Search 1o be Carried
Out under the PCT)

(d) Where any document cited in the intemational seerch repont is &
document whose publication deto occurved earlior than the international filing
dato of the imemational application, but later than the priority dste claimed in
that application, it shall be indicated by the letter “ ' next to the citation of the
said document.

(e) Whero any document cited in the intemational search report is &
document whose publication date occurced afier the filing dats or the priority
dats of the imemational application and is not in conflict with the said
application, but is cited for the principle or theory underlying the invention,
which may be uscful for & better understanding of the invention, or is cited 10
ghow that the reasoning or the facts underlying the invention are incorrec, it
shall be indicated by the letter “'T™ next 10 the citation of the document.

(f) Where in the intemational search report any document ie cited for
reasons other than those referred to in paragraphs (=) to (), for example:

—- & document which may throw douht on a priority claim,**

= 8 document cited o establish the publication date of another cit:
tion**®
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PATENT COOPERATION TREATY
INTERNATIONAL SEARCH REPORT

Aprlicant's or Agent's file Relerence '
IBEZUTIFICATION OF INTERUATIONAL APPLICATION

CMC-123
internetions’ Application Re. b tnierneilonel Filtng Date ¢
PCT/US87/88888 06 July 1987 (06.07.87)
Recelving Ofice b Peiority Dete Claimed ¢ -
RO/US 15 July 1986 (15.07.86)
Apalicent |
Columbia Marine Corporation
I.D GERTAIG CLAINKSE WERE POUKD URGBEARCHABLE '¢ (Obsorvationa on eupp! 18l sheet ()
T[i UHITY GF IBVENTION iB LACKIKG V1 (Cb tishs en eupp tel ehest (2))
. TIVLE, ABBTRACY AND FIGURE OF DRAWING
1. The taliowing Indiceted items are appreved aa aubmiited by the epplicant: ¢
& vue. ) avatrect.
£ The tents klishad by thie Iniernational § hing Autherity of the foilowing Indicated ems are aef forih bolow:
(] vuie.
[3 Abetract.

& wind vane steering gear (10) for a sailboat (1)
comprising a bracket (ll) adapted for attachment to the
bow of the sailboat for pivotally supporting a forward
rudder (l2), and a wind vane (42) adjustable to different
positions by means of a&n actuating member (65) to control

the position of the rudder.

[J Teus of the cbutrest continued un supplementsl sheat (1)

3. & [ Yho dofinite of the sbstract ere established by this internations) Beorohing A 88 a |
form FCT/IBAIZ04 previously sent 1o the epsticont T " rohing Authosity ue propaced in

b. [ This veport le Inanmplete eo for a8 the sbeuect o soncermed Be the tme Hmit for somments by the eppliont on the
érafl propered By this intemational Bearehing Autherity hae rat explred. ¥ by

4. guuwhwﬂh&oﬂw@tﬁﬂnmnm‘
Flgure M0, comwclrmscane L) Honie of the Bgures.
) beceuse the rpplicans felted to suggest & Bgure
£) because thie figura better charattarizes the laventian. ©

Feom PCT/IBA/290 (Grot shaot) (Mey 1886) G40 nutes oh secompanying ahaat
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r“ Internations! Apglicstion No. PCT/USE7 /886688 1

PFURTHER INFORMRATION CONTIHUVED FROM THE BECOKD BHELT

e

This inlernationel sesrch report hes Rol been eslablished In respect of certain glaime under Ariicle 17(2) (8) for the fellowing reacone:
1.[:] Cleim rumbere . Because they selale 16 subject matier (? not required te be aearched by thie Authorliy, nemely:

E.D Claim bare . b they relele 1o parie of the Internationel epplicetion thei do not ply with the preecribed requlre-
ments 10 suth &n exient thet ne meeninglul Internationsl epereh cen be cerred oul 41, apecificelly!

W.D’ OBOUERVATIONS WHERE UMITY OF (KVENTION 18 LACKING 1t

This internationa! Bearching Authority lound mulliple inventiane in thie Internaticnel applicet- ae tollowe!

I. Claims 1-5 drawn to a sailbeat self-steering gear.

II. Claims 6~8 drawn tc a compags with an slarm to indicate
deviation from a planned coursa.
l.m Ag el reguired addiliorsl ssarch lees were timely peid by the applicent, thie Internelionel seerch repert covers all gearchelle clalme
of the International epphcelion,

E.[:] Au only some of the tequired eddilions! aeerch feve were timaly pels by the ficent, this sl ! gerrch cepori covere enly
thooe chime of the Irternstionsl epplication (o1 which lees wore peid, epecificelly claima:

3.[:] Mo required addinions) nearch fege were timely paid by the epplicant. Conaeguantly, this International seerch repart i reetricied te
the Invention firat mentiened In the claime; I (& covered by alaim numbere:

64[:] Ao o aeorchablecleime could bo seerched without efiert juslitying an edditions! lee, the international Bearching Authorily dig net
thvite payment of gny eddihonsl {ee

Remerk ok Protont
[:] The eddiiionst search faee were sccompanied by applicant's gratest.
[} we protes panied the payment of sdditione! assrch feen,

Porm PCYNBA/210 (supplemaentel shaet (2) (May 1286) Bee noted o Bacompanying shaet
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INTERNATIONAL SEARCH REPORT
internations) Agplicetion ko PCT/USB87/88888

I. CLABGIFICATION OF GUBJECT MATTER (f suveral clascification symbols apply, Indicate all) &

Accmamn to Intarnetional Patent Cleseification (IPC) or to both Ketional Classification end IPC

IPC” B63H 25/02 // B63H 25/04
U.8, Cl. 114/144C

Il FIELDE BRARCHED

Minimum Documentation Ssarched ¢

Claasification Sysiem | Classification Symbols

U.S. Cl. | 144/144C, 144R, 39
|

Documentation Besrched ether than Minimum Documentation
te the Ezlent that such Decumente ate Included In the Figlde Bearched ¢

. BOCUMENTE CONBIDERED TO BE RELEVARY 14

Enuaovy @ | Clllhof\ ;fnﬂ %, 19 with indicetion, whare eppropriate, 6f the refevant passages !’ ] HKeleven! te Claim Ko, V¢

Y GB,A 392,415 IVERSON 18 May 1933 (18.05.33) l -5
(Note page 2, lines 4-9 for vane)

Y WO,A WOB3/01934 DAW 09 June 1983 (05.06.83)
(Note forward rudder in Figure 5) 1 -3

A Engineering, Vol. 216, no. 5465, 26 February
1971, Erlic Twiname, "Auto~helmsmen for yachts"

pages 823 and 824. 4

A JP,A 60-166,591 MITSUBISHI, 29 Auguest 1985
(29,08.85) 6 - 8

¢ g § goriee ot cited d (g: 16 “F feter doc'mgn:n au:luhﬂl efer n!hlli '"ﬂ%’?ﬂ"“"ﬁ"ﬁ' ¢;|c'
“A" dacument defining the geners! otate of the &rt which is not or priotity date and not in confict w ¢ Eppcation by
Cansidered 16 be %' perncular relevente f,:','.‘:“',g,,“"“'"'"‘ the principle ¢ theoty undedying the
“R" earlier documant but published on or sfier the internaiional " docurment of particuler relsvence: the claimed invention
filing dete cannol be considered nevel o cnnnel be cengidered te
“L¥ decumeni which may thiow dauble on prignity clllm(q of invoive &n inventive step
which is cited (o estehligh t bl dete ot h

“¥" gocument ot parlicular relevnce; the claimed Invention
be dered to lve &n Ive slep whenR the

cHation o uther epacial reason (s epecified)

“O% gecument reterring to en arkl digclosure, uee, enhibition er decument i6 combined wilh &ne or more ether such docus
elher meeng menlg, Buch combingtion being ebvicus 16 @ pareon ghilled
“p" gocument published priar 16 1he internetionel fling dete but in the art.
atar than the prierity dete claimad *&" decumeni member of the sume patont family

¥, GEHYIFICATION

Dete of the Actwe! Completion ¢f the Int tional Baerch ¥ Bate of Melling of this Internetionat Bearch Roport 8

__14_October 1987 (14,10,87)

Internetiona! Bearching Authority § Blgnature of Autheriyad ORicer ¢
ISA/UB
ephen acatuy
Ferm PCT/IBA/210 (ssvond sheet! (May 1686) Bee notee on saoompenying ehest
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such document shall be indicated by the fetter “1." next to the citation of
the document and the reason for citing the document shall be given,

o* (zee VI, 4.3 of the Guidelines for Intemational Search to be Carried Qut
under the PCT)

wew (gee VI, 6.2 of the Guidelines for Intemational Search 1o be Carried
Qut under the PCT)

(g) Where & document is a member of & patent family,***# it shall,
whenever feasible, be mentioned in the intemational search report in addition
to the one cited belonging &s well to this family and should be preceded by the
sign ampersend (&). Members of & patent family may also be mentioned on &
separute sheet, provided that the family to which they belong shall be clearly
identified and that any text matter on that sheet, if not in the Lnglish lenguage,
ghall also be furnished to the Intemationgl Bureau in English Translation.

(h) A document whose contents have not been verified by the search
examiner but are believed to be substantially identical with those of another
document which the search examiner has inspected, may be cited in the
international search report in the above mentioned manner indicated for patent
family members in the first sentence of paragraph (g) **4**.

#ew (gee VI, 3.2 of the Guidelines for Intemational Search 10 be Carried
Qut under the PCT)

wpun® (goe V1, 5.2 of the Guidelines for Intemational Search to be Carried
Ot under the PCT)

PCT Adminlstrative Instruction Section 508
Manner of Indicating the Clalms to which the Documents Cleed
in the Internatlonsl Seerch Report Are Relevant
The claims to which cited documents are relevant shall be indicated by
placing in the appropriste column of the intemational search repost:

(i) where the cited document is relevant to one claim, the number of that
clein; for example, (2) or (17);

(ii) where the cited document is relevant totwo or more cleims numbered
in consecutive order, the number of the firat and last claims of the series
connected by a hyphen; for exampie, (1-15) or (2-3);

(iii) where the cited document is relevant 10 two or more claims thet are
not numbered in consecutive order, the number of each claim placed in
ascending order and separaied by a coinma or commas; forexample (1,6) or (1,
7,10y,

(iv) where the cited document is relevant 1o more than one series of
claims under (ii) above, o 10 claims of both categories (ii) and (iii), sbove, the
senes or individual claim numbers and series placed in ascending order using
commas to separate the seversl serics, or to separate the numbers of individual
claims and each series of claims; for example (1-6,9-10,12-15) or (1, 3-4,6,9-
11).

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT Rule 43) contains,
among other things, the citations of the documents considered
1o be relevant (PCT Rule 43.5 and Administrative Instructions
Section 503), the classification of the subject matter of the
invention (PCT Rule 43.3 and Administrative Instructions Sce-
tion 504) and an indication of the ficlds scarched (PCT Rule
43.6). Citations of particular relevance must be specially indi-
cated (Administrative Instructions Section 505); citations of
certain specific categorics of documents are also indicated
(Administrative Instructions Scction 507); citations which are
notrefevanttoall the claims must be cited in relation to the claim
or claims to which they are relevant (Administrative Instruc-
tions Section 508); if only certain passages of the cited docu-
ment are particularly relevant, they must be identified, for
example, by indicating the page, the column or the lines, where
the passage appears. The international scarch report f >rm, PCT/
ISA/210 appears in>MPEP< § 1865. It is important to note that
an international scarch report must not contain any cxpression
of opinion, reasoning, argument or explanation of any kind

1800-57
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whatsoever relating w patentability.

TRANSMITTAL OF THE INTERMATIONAL SEARCH
REPORT

The Uniied States Internationa! Searching Authority trans-
mits, on the same day, a copy of the international scarch report
or, where no search report is established, the declaration to that
cffect, to the applicant and the International Burcau (PCTAr-
ticle 18(2) and PCT Rule 44.1). The Intcmational Burcau uscs
the search report for publication and communication 10 the
designated Offices.

TITLE OF THE INVENTION OR ABSTRACT MISSING
OR DEFECTIVE

If the title of the invention or the abstract arc missing or
defective, the International Scarching Authority will establisha
proper title or abstract. When the International Scarching Au-
thority finds that the abstract is defective, it will prepare a new
abstractand allow the applicant 30 days to comment. For further
details, see PCT Rules 37, 38, and 44,2

1865 Time Limit for Establishing the
International Search Report [R-2]

PCT Rule 42
Time Limls for Internatlonal Search
42.1 Time Limit for Interational Sesrch
The time limit for cstablishing the international search report or the
declaration referred to in Article 17(2)(a) shall be three months from the receipt
of the search copy by the Imernational Seerching Authority, or nine months
from the priority date, whichever time limit expires later.

The international scarch report must be established within
three months from the receipt of the search copy by ihe Interna-
tional Searching Authority, or within ninc months from the
priority date (for the definition of “priority datc”, sec PCT
Article 2(xi)), whichever time limit expires later (PCT Article
18(1) and PCT Rule 42),

1867 Refund of International Search Fee

37 CFR 1.446 Refund of Internationat appilcation flling and
procesalag fees.

(a) Money paid for intemational application fees, where paid by actual
mistzke or in excess, such as @ payment not required by law or Treaty and its
Regulations, will be refunded,

(b) [Reserved)

(c) Refund of the supplemental sesrch fees will be imade if such refund is
determined to be warranted by the Commissioner or the Commissioner's
designee acting under PCT Rule 40, 2(c).

(d) The intemational and search fees will be refunded if no intemationat
filing date is accorded (PCT Rules 15.6 and 16.2),

Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner of
Patents and Trademarks or his designee acting under Rule
40.2(c).
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1868 Unity of Invention before the
International Searching Authority {R-§]

PCT Rule 40
Lack of Unity of inventlon (International Search)

40.1 Invitation to Pay

‘The invitation to pay additional fees provided for in Article 17(3)(u) shall
specify the reasons for which the intemational application is not considored ay
complying with the requirement of unity of invention and shatl indicate the
smount to be paid.

40.2 Additional Fees

(a) The amouni of the additionel fes due for searching under Article
17(3)(e) shell be determined by the competent Intemational Searching Author-
ity.

(b) The additional fes due for searching under Article 17(3)(a) shall be
puyseble direct to the Intemational Searching Authority.

(c) Any applicam may psy the additionsl fee under protest, thet is,
accompanied by & reasoned statement to the effect that the intemational
application complies with the requirement of unity of invention or that the
amount of the required edditional fes is excessive, Such protest shall be
examined by 8 three-membar board or other special instance of the Intemational
Searching Authority or any competent higher authority, which, 1o the extent that
it finds the protest justificd, shall order the totel or partial reimbursement to the
applicant of the additional fee. On the request of the applicant, the text of both
the protest and the decision thereon shall be notified to the designated Offices
together with the international search report. The applicant shall submit any
translation thereof with the fumishing of the translation of the intemational
application required under Article 22,

() The three-member board, special inntance or competenthighes euthor-
ity, refereed 1o in paragraph (c), shall not comprise any person who made the
decision which is the subject of the protest,

40.3 Time Limit

"The time lisit provided for in Article 17(3)(a) shall be fixed, in esch case,
according 1o the circumsiences of the case, by the Intemational Ssarching
Authority; it shatl not be shorter than 15 or 30 duys, respectively, depending on
whether the applicant’s addross is inthe eame country a8 or in s difforent country
from that in which the Inemational Searching Authority is located, snd it shali
not be longes than 45 days, from the dates of the invitation.

PCT Adminlstrative Instructions Sectlon 502
Protess Agalnst Paymeont of Additlonal Fee snd Declslon
Thereon

‘The Imemationsl Searching Anthority shall trunsmit 10 the spplicant, at
the latest together with the interational search report, any decision which it hes
taken under Rule 40.2(c) on the protest of the applicant against the payment of
the sdditionat fee. At the same time, it shall transmit to the Intemutions! Bureau
& copy of both the protest and the decision thereon, as well as any request by the
applicant 1o forward the texts of both the protest and the decision thereon to any
of the designated Offices.

JTCFR »1.476<* Determination of valty of Invention before
the Internationsl searching authority.

(a) Before estsblishing the intemational search repont, the Intemationel
Searching Authority will dstermine whether the imemational epplication com-
plies withthe requirement of unity of invention ag set forth in PCT Rule 13 >(ses
§1.475(f) and §1.475.<

(b) If the Intemational Searching Authority congiders that the intema-
tional epplication does not comply with the requirement of unity of invention,
it shall inform the applicamt accordingly and invite the payment of additional
fees (note §1.445 and PCT An. 17(3)(a) and PCT Rule 40), The applicam will
be given & time period in socordance with PCT Rule 40.3 to pay the additionsl
fees due.

(¢) In the case of non-compliance with unity of invention snd where no
additionsl feos are paid, the intemational search will be pedformed on the
invention first mentioned ("main invention") in the claims.

(d) Lack of unity of invention may be directly evidemt before considering
the claime in relation to any prior ant, or after taking the prior art into
consideration, a8 where & document discovered during the search shows the
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invemtion claimed in a generic or linking claim lacks novelty ur is clearly
obvious, leaving two or more claims joined thereby without a common inven-
tive concept. In such s case the Intemational Searching Authorily may raise the
objection of lack of unity of invention,

37 CIF'R 1.477 Protest to lack of enity of invention before the
International Searchlng Authority.

() If the applicam disagrees with the holding of lack of unity of invention
by the Intemational Searching Authority, additional fees may be paid under
protest, accompenicd by a request for refund and & statement setting forth
reasons for disagreement or why the required additional fees are considered
excessive, or both (PCT Rule 40.2(c)).

(b) Protest under puregraph (2) of this section will be examined by the
Commissioner orthe Commisgioner’s designee, Inthe event that the spplicant's
protest is detormined to be justified, the additional feea or s portion thereof will
be refunded.

(c) An epplicant who desires thet & copy of the protest and the decision
thereon accompany the intemational search repont when forwarded to the
Designated Offices, may notify the International Sesrching Authority to that
effect any time prior to the issusnce of the international search report, Thereaf-
ter, such notification should be direcied to the lmemational Bureau (PCT Rule
40.2(c)).

THE REQUIREMENT FOR “UNITY OF INVENTION"

Any international application must reliate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept (PCT Article 3(4)(iii) and 17(3)(a),
PCT Rule 13.1, and 37 CFR 1.481). The construction of this
principle is laid down in PCT Rule 13.2, 13.3, and 13.4.
Observance of this requirement is checked by the International
Searching Auwthority and may be relevant in the national (or
regional) phase.

>Thedecision in Caterpillar Tractor Company v. Commis-
sioner of Patents and Trademarks, 231 USPQ 590 (E.D. Va.
1986) held that the Patent and Trademark Office interpretation
of 37 CFR 1.141(b)(2) as applied to unity of invention determi-
nations in intcrnational applications was not in accordance with
the Patent Cooperation Treaty and its implementing regula-
tions. In the Caterpillar international application, the USPTO
acting as an International Scarching Authority, had held lack of
unity of invention between a set of claims directed to a process
for forming a sprocketand a set of claims drawn to an apparatus
(die) for forging & sprocket. The court stred that it was an
unrcasonable interpretation to say that the expression "specifi-
cally designed” as found in PCT Rule 13.2(ii) mcans that the
process and apparatus have unity of invention if they can only
be used with each other, as sct forth in the Manual of Patent
Examining Procedure (MPEP) § 806.05(c¢).

Therefore, when the Patent and Trademark Office consid-
crs international applications as an Intemnational Searching
Authority, as an International Preliminary Examining Author-
ity, and during the national stage as a Designated or Elected
Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2 will be
followed when considering unity of invention of claims of
diffcrent categories without regard to the practice in national
applications filed under 35 U.S.C. 111. No change is made in
restriction practice in United States national applications filed
under 35 U.S.C. 111 outside the PCT. No change in practice is
being made in regard toclaims of the same category of invention
cither in PCT international applications or in U.S, national
applications.

Inappling PCT Rule 13.2 to international applications as an
International Searching Authority, an Intemational Preliminary
Examining Authority and o national stage applications under
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35U.S.C. 371, examiners should consider tor unity of invention
all the claims to different categories of invention in the applica-
tion and permit retention in the same application for searching
and/or preliminary examination, claims to the categories which
meet the requirements of any one of PCT Rule 13.2(i) to (ii).

The examiner should also permit in the same international
or national stage application the following two combinations:

(1) An independent claim for a given product and an
independent claim for & process specially adapted for the
manufacture of said product.

(2) An independent claim for a given product and an
independent claim for a process of using the said product.

If anapplication contains acombinationof categories of the
claims which do not fall within one of the combinations of PCT
Rule13.23i) to (iii) or additional combinations (1) or (2) above,
i.¢., they claim more or less categories of invention than permit-
ted inany one of PCT Rule 13.2(i) 10 (iii) or combination (1) or
(2) above, unity of invention may not he present,

Further, an independent claim for ause in PCT Rule 13.2(i)
and combination (2) above will be construed as being timited to
a claim directed to a process of using. In determining unity of
invention under PCT Rule 13.2(¢1) and (iii) and combination (1)
sbove, under the rules, the examiner should consider the word
"specially” which appears before "adapted” (o be an emphasis
word rather than a limitation, In determining unity of invention
under PCT Rule13.2(i), the examince should consider the word
"specifically” which appears before "designated” to be on
emphagis word rather than a limitation,

If an application includes claims 1o all the categories of
invention set forth in any one of PCT Rule 13.23), (i), (iii),

combinations (1) or (2) above and no additional categories of

invention are present, unity ol invention may exist and no addi-
tional fees should be required or restriction requirement magde,
subject to the folowing guidelines,

For example, il an application contained claims to only a
process for the manufacture of a product and claims 1o a use of
a product and no product claim is present, there will be lack of
unity of invention since the provisions of Rule 13.2¢i) do not
apply because claims o all categories of invention set forth in
PCT Rule 13.2(i) are not included in the application and the
process for manufacture of a product is independent of the use

of the product since neither is dependent on the other. Also, if

claims to all shree categorics ol PCT Rule 13.2(i) were present
ot the time of the first Office action in & national stage applica-
tion and all the product claims are rejected in the first Office
action, a requirement for restriction could also be made, if
appropriate, in view of indcpendent inventions being in the
application without an allowable linking (product) claim,
Where claimsto acategory of invention in addition o those
listed in any onc of PC'T Rule 13.2), (ii), (iii) or combinations
(Dyor (2) above are included inanapplication, unity of invention
may be lacking between the claims drawn 1o the combination of
the categorices of invention set forth in any one of PCT Rule
13.2(0), (i), (i) orcombinations (1) or (2) above, and the claims
to the additional category of invention. For example, if an
application containgclaims to a process for mannfacture, claims
to an apparatus or means for carrying out the process and claims
w & process of using the product manufactured, there could be
lack of unity of invention. In such a situation the examiner
should group the claims to the process for manufacture and the
claims for an apparatus or means for carrying out the process
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because mity of these two categories exists under PCT Rule
13.2(31). The clisims 1o the use of the product can be separately
grouped if the "use” is shown to be "independent and distinct”
of both the "process for manufacture” and the "apparatus or
means for carrying out the process” as provided in Chapter 800
of the Manual of Patent Examining Procedure (MPEP).

When the claims presented to an application are directed to
several categories of invention under the rules so that more than
one paragraph of PCT Rule 13.2 and combinations (1) or (2)
above applics, the examiner should inspect the claims to sce if
the categorics of invention set forth in PCT Rule 13.2, para-
graphs (i), (i), and (iii), and then combinations (1) or (2) above
are present in the application in that order. For example, if the
categories of PCT Rule 13.2(i) are found in the application, the
claims to those categories stated in PCT Rule 13.2(3i) will be
considered as one invention and any claims to different catego-
ries of invention will be reviewed 1o determine if they are
"independent and distinet” of all the claims covered in PCT
Rule 13.2(1) in accordance with the provisions of Chapter 800
of the MPLEP,

Under PC'T Rufe 13.2 and combinations (1) and (2) above,
unity of invention will exist where the claims are limited to one
invention in cach category of invention recited. For example,
under PCT Rule 13.2(3i), claims are permitted o one product,
one process of manufacturing the product and one use of the
product. If muliiple products, processes of manufacture or uses
are claimed, the first invention in the category first mentioned
in theclaims should be considered as the clected invention under
the rules, The first recited invention of each additional category
whichisrelated to the firstinvention as indicated in the previous
sentence will be considered elected. Accordingly, for example,
il mutiple products are claimed, the first recited product will be
considered to be constructively elected and if multiple proc-
esses adapted for making and/or using the product are claimed,
the firstrecited process will also be constructively elected. Any
additional inventions of the same category will be subject to
payment of additional fees during the international stage, In a
national stage application submitted under 35 U.S.C. 371 any
such holding by the examiner will be made in the form of a
restriction requirement. Such a restriction requirement will be
made on the basis of criteria set forth in MPEP Chapter 800,
Applicant will have the right w0 traverse such a restriction
requirement in the response 10 the Office Action,

Inventions of different categories, o have unity of inven-
tion, must be related rather than independent inventions, For
example, the product as claimed in PCT Rule 13.2(i) and
combinations (1) and (2) above must be capuble of being made
by the claimed process for manufacture or being used in the
claimed process of use. Likewise in PCT Rule 13.2(ii), the
upparatus as claimed must be capable of carrying out the
claimed process. In PCT Rule 13.2(iii), the claimed process of
manufacture must be capable of preparing the claimed product
and the claimed apparatus or means must be able to perform the
claimed process of manufacture.<

LACK OF UNITY OF INVENTION
The scarch fee which the applicant is required o pay is
intended to compensate the International Searching Authority
for carrying out an international scarch on the international
application, but only where the international application meets
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the “requirement of unity of invention”, That means that the
international application must relate to only one invention or
must relate o a group of inventions which are so linked as to
form a single general inventive concept (PCT Articles 3(4)(iii)
and 17(3)(a)).

If' the International Scarching Authority finds that the
international application does not comply with the requirement
of unity of invention, the applicant will be invited to pay
additional scarch fees. The International Scarching Authority
will specify the reasons for its findings and indicate the number
of additional fees to be paid (PCT Rules 40.1, 40.2(a) and (b)).
Such additional fees are payable directly to the International
Scarching Authority which is conducting the scarch, cither the
United States Patent and Trademark Office or European Patent
Office, within the time limit fixed, which must not be shorter
than 15 days, if the applicant’s address is in the same country as
the Intemational Scarching Authority; or 30 days, if applicant’s
address is in a country different than the country of the Interna-
tional Searching Authority ; and not longer than 45 days from
the date of the invitation (PCT Rule 40.3 )). The amount of the
additional scarch fee per additional invention charged by the
U.S. International Scarching Authority is $140.00 perinvention
(37CFR 1.445(a)(3)). The additional scarch fee charged by the
European Patent Office as an International Scarching Authority
is »2,095<* Deutsche Marks, payable directly to the European
Patent Office.

The International Searching Authority will establish the
intermational scarch report on those parts of international appli-
cation which relate to the “main invention,” that is, the invention
or the group of inventions so linked as to form a single general
inventive concept first mentioned in the claims (PCT Article 17
(3)(a)). Morcover, the international search report will be estab-
lished also on those parts of the international application which
relate to any invention (or any group of inventions so linked as
1o form a single general inventive concepl) in respect of which
the applicant has paid any additional fee within the prescribed
time limits.

Any applicant may pay the additional fee under protest, that
is, accompanicd by a reasoned statement (o the effect that the
international application complics with the requirement of unity
of invention or that the amount of the required additional fee is
excessive (PCT Rule 40.2(c)). Any such protest filed with the
U.S, Intemational Scarching Authority will be examined and
decided by the Group Director (3 7CFR 1.482(b)). To the extent
that the applicant’s protest is found to be justified, total or partial
rcimbursement of the additional fee will be made. On the
request of the applicant, the text of both the protest and the
decision thereon is sent to the designated Offices together with
the internationad search report (37 CFR 1.482(c)).

Where, within the prescribed time limit, the applicant does
not pay any additional fees or only pays some of the additional
fees indicated, certain parts of the international application will
conscquently not be scarched. The lack of an international
scarch report in respect of such parts of the international
application will, in itself, have no influence on the validity of the
international application and processing of the international
application will continue, both in the international and in the
national (regional) phascs. Nevertheless, the U.S, national lnw
provides that such unscarched parts of the international applica-
tion will be considered by the United States as a designated
Office.
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ANNEX B

Code for identifying states and organizations
United Arab Emirates
Afghanistan
Antigua and Barude
Albania
Angola
Argenting
Ausiris
Ausiralia
Barbados
Bangladesh
Belgium
Bulguris
Bahrain
Burundi
Benin (Dshomey)
Brunei
Bolivia
Brezil
Behamas
B3huten
Busma
Botswena
Byelomssian SSR
Beolize
Canada
Central African Republic
Congo
Swilzerland
Ivory Coast
Chile
Cameroon
China
Coluinbia
Costa Rica
Czechoslovakia
Cuba
Cape Verde
Cyprus
Germen Demacratic Republic (Bast Germany)
Germany, Fedoral Republic of (Weut Gormany)
Djibouti
Denmark
Dominice
Dominican Repuhlic
Algoria .
Beuador
Hgypt
Spain
lithiopia
Finland
Eiji
Frence
Gabon

United Kingdom
Grenada

Ghena

Gambias

Guinon

Hquatorial Guinee
CGreece
Gustemala

Guine a-Bissau
Guyena




Honduras

Heiti

Hungary

Burkina Faso (Upper Volta)
Indonesia

Irelend

Israel

Indis

Iraq

Iran (Islemic Republic of)
Tcelend

Italy

Jameica

Jordan

Jepen

Kenya

Democratic Kempuchea
Comoros

Saint Christopher and Nevis

Democratic People's Republic of Kores (North Korea)

Kores, Republic of (South Korea)
Kuwait

Laos
Lebanon
Saint Lucie
Liechtenetoin
Sri Lenka
Liberia
Lesatho
Luzembourg
Libya
Morocco
Moneco
Madageascer
Mongolia
Mauritania
Malta
Mauritius
Meldives
Malawi
Mexico
Malaysia
Mozambique
Niger
Nigeria
Nicaragus
Netherlands
Norway
Nepal

Neuru

New Zealand
Omen
Panema

Peru

Papua New Guinca
Philippines
Pakistan
Polend
Portugal
Paraguey
Qatar
Romenia
Rwenda
Saudi Arabie
Solomon Jslands
Seychelles
Sudan
Sweden
Singepore
Sierra Leone
San Marino
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SN Sencgal

S0 Somalia

SR Surineme

ST Sao Tome and Principe
SuU Soviet Union

sV El Salvedor

SY Syria

SZ Swazilend

™ Ched

TG Togo

TH Theiland

™ Tunisia

TO Turkey

TR Turkey

T Trinided and Tobago
TZ Tanzania

UA Ukrenian SSR

uG Ugende

uUs United States of America
Uy Uruguay

VA Holy Ses

vC Saint Vincent and the Grenadines
VB Venezuela

VN Viet Nam

vu Vanuatu

WS Samoa

YD Democratic Yeman
YR Yemen

YU Yugoslavia

ZA South Africs

ZM Zambia

ZR Zaire

YA Zimbabwe

AP Industrial Property Organization for Africa (ARIPO)
EP European Patent Office (EPO)

QA African Intellectual Property Organization (OAPT)
WO  International Bureau of WIPQO

ANNEX C
STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS OF
PATHNT DOCUMENTS

Introduction

1. The recommendstion provides for groups of latter coden in order to
distinguieh patent documents. The letter codes also facilitate the storage and
retrieval of such documents.

2, If any Office wants to amplify the information contained in the letier
code, this fetter code may be optionally associated with a numerical cods. The
meaning of such numericel code should then bs defined by each Patant Office
svailing itself of this option.

3, The code also providss for a letter for non-patent lierature documents
(N) and for documents to be restricted 1o the internal vee of Patent Offices (X)
(6.g., confidential documents, not to be dieclosed cutside the Offics). See in thie
respect also SL1 (ICIREPAT Manual pages 4.3.1.1 to 4.3.1.4).

Definitions

4. Tor the purposes of this recommendation, the cxpression “patent
documents” includes patente for inventions, inventors’ cenificates, utility
certificates, utllity models, patents or centificates of additivn, inventore’ certifi-
cates of edditlon, utility cenificates of addition, plant patents end published
applications therefor.

5. For the purposes of this recommendation, the term “entry in an official
gezotte” means & logst one compiehensive annovncement in an official gazstis
regarding the meking availeble to the public of the completa text, claime (if any)
and drawings (if any) of a patont document,

6. For the purposes of this recommendation, the terms “publication” end
“published” and used in the sense of meking evaileble:

(i) & patert documnent to the public for inspection or supplying & copy
on request

(il) multiple copies of & patent document produced by printing or like
process
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Explanation: If, st & particular procedural stage, a copy of the document is first
wade availuble to the public for ingpection or cupying end is then, at the same
procedural stage, made available in multiple copices produced by printing or like
process, only a single publication is considered to have occurred, If, on the other
hand, multiple reproduction resufts from a new procedural stage, this reproduc-
tion is considered to be & furiher publicetion of the document, even if the texts
al the two steges are identical,

7. According to certain national patent laws or regulations, the same patent
application may be published at various procedural stages. For the purposes of
this recommendation, a publicetion level is defined s the level corresponding
10 & procedural etage at which normally & document is published under & given
national patent law.

Recommaendation

8. lvis recommended that the code:

(u) be used for the recording of the “kind of document” in machine-
readable data carriers, such #s 80-colunn punched cards, magnetic tapes,
sperture cards, ete.;

(b) be used in the first page of patent documents, preferably near the
document number, if these have been published in the sense of paragraph 6;

(¢) be used in entries in official gazeites or, if all entrics in 4 section of
the Gazette relats to the same kind of a document at the beginning of such &
gection;

(d) be used for the identification of patent documents cited in “Scarch
Reports” and *Lists of References” in patemt documents (INID Number 56).

9, Cods '

The Code is subdivided into mutually exclusive groupe of letters. The
groups charsctorize patent documents and documents specified in paragraph 3.
Groups 1-5 comprise one or several letters enabling identification of documents
pertaining to different publication levels.

Group } Use for primary or major series of patent documents
A Virss publication level
B Second publication level
C Third publication level
Giroup 2 Use for secondary series of putent documents
L First publication level
IF Second publication level
(3 Third publication level
Group 3 Use for further serics of patent documents, as the special
requirements of each Office may be
H
1
Giroup 4 Use for major special types of patent documents
M Medicament patent documents
P Plant patent documents
S Design patemt
Group § Use for utility model documents heving & nuinbering series
other than the documents of Group |
U Firat publications level
Y Second publication level
Z 'Third publicstion level
Group 6 Other (see paragraph 3)
N Non-patent literature documents
X Documents restricted to the internal use of Offices

10. It is understood that documents resulting from a patent application
and being identified ss the major series will fail under Group 1 (e.g. DT
Offenlegungsschrift, Auslegeschrift and Putentschrift), However, documents
identified a4 8 secondary series will fall under Group 2 (e.g., FR petent of
addition under ofd lew, US reissue). In exceptional cases of need for ¢ further
series, Group 3 is reserved for such purposes (e.g., US defensive publication),
Group 4 applies only, at present, to special documents conceming the medica-
ment patents published in France end the plunt patents published in the United
States of America. In any country publishing similar documents, Group 4 should
than be used.

11, As indicated in paragraph 2, the above letter code may optionally be
nssocinted with a numerical code to amp lify the information represented by the
lenier code., For this numerical code only digite 1 to 9 should be used. (he
significance of this codo will be defined by any nmional Office upplying s ych
code and eammunicated to the International Bureaw, which will publicize this
information. The numericsl code must slways be interpreted in conjunction with
the country code and the sbove letter code.
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12. As an appendix to this recommendation a list of patent documents, past
and currently published, and intended 10 be published in the future, divided in
accordance with the codc, is given.
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APPENDIX I
LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY
PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE,
DIVIDED IN ACCORDANCE WTTI THIS CODE

CODE: A Patent Documents Numbered in Primary or Major Series— Firg
Publication Level
EXAMPLLES:
Augziria  Patent Application published in the sense of paragraph 6(i)
Belgiom Brevet d'invention/Uitvindingsoctrooi
Belgium Brevet de perfeclionnement/Verbeteringsoctrooi
Bulgaria Opisanie na izobretenie po patent
Cunada  Patent
Cube  Patemt Application published in the sense of paragraph 6(i)
Curechoslovakia Patent Application published in the sense of paragraph
6(i)
Inventor's Centificate Application published in the
sensge of paragraph 6(i)
Denmark Pricnt Application published in the sense of paragraph 6(i)
Egypt  Patent specification
Eurcpat  Document published after 18 months
Finlend  Patemt Application published in the sense of paragraph 6(i)

Czechostovakia

France  Brevet d'invention (old law)

France  Brevet d'invention, premicre et unique publication

France  Centificat d'addition a un brevet d'invention, premicrs et unique
publication

France  Centificat d'wilite, premiere et unique publicativn

France  Cenificat d'addition & un centificat d'utilite, et unique publication

France  Demande de brevet d’invention, premiere publication

France  Demande de cenificat d'sddition a un brevet d'invention,
premiere publication

France  Demande de cerificat d'utilite, premiere publication

France  Demande do certificat d'addition & un cenificat d’utilite, premiere

publication

German Democratic Republic  Patentachrift (Ausschliessungspatent),
granted in accordance with paragraph 5.1
of the Patent Amendment Act of the
Genman Democratic Republic

German Democratic Republic  Patentschrift (Winschaftspatent), granted
in accordance with parsgraph 5.1 of the
Patent Amendment Act of the German
Democratic Republic

Germany, Federsl Republic of - Offenlegungsschrift

Hungary Patent Application published in the sense of paragraph 6(i)

India Putent specification

Irelund  Patemt specification

ltaly Brevetto per invenzione mdustriale

Jupun  Kokui tokkyo koho

Luxembourg Brevet d'invention

Luxembourg Centificat d'addition & un breet d'invention

Nethertande Ter inzage gelegde octrooisanvrage

Norway Putent Application published in the gense of paragraph 6(i)

Pakistan Patent specification

Icr Pumphlet published afier 18 months

Poland  Opis prtentovy

Romania Descrierea i nventiei

Soviet Union Opisanic izobreteniya k patentu

Soviet Union Opisanic izobreteniys k aviorskomy svidetcisivu

Spain  Patente de invencion

Sweden  Patent Application published in the sense of paragraph 6(i)

Switzerland Auslegeschrifi/Memoire Expose/Esposto Memoriale
(Patent Application published in the sense of
paragraphs 6(i) and 6(ii) penaining to the technical
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fields for which search and examination as o noveliy
gre made)

Switzerland Patentechrift/ Expose d'invention Espostod’invenzione
(Patent published in the sense of paragraph 6(ii) and
pertaining to the technical fields for which neither
search nor examination &3 10 novelty are made)

United Kingdom  Pstent specification

United States Patent

Yugoslavia Patentni spis

CODE: 3 Patent Documents Numbered in Primary or Major Series —
Second Publication Level
Examples:
Australia Patent specification
Austrie  Patentschrift
Ceneds  Reissue
Cubs  Patente de invencion
Czechoslovakia Popis vynalezu k patentu
Cuzechoslovakia Popis vynalezu k autorskemu osvedceni
Denmark Fremlaeggelsesskrifi
Finland Kuulutugjulkeis u — Utlaggningsskrift

France  Brevet d’invention, deuxieme publication del'invention

France Certificat d'addition & un brevet d° invention, deuxieme
publication de V'invention

Frence  Certificat d'utilite, deuxieme publication del’invention

France  Cenificat d'addition & un cestificat d’utilite, deuxieme publication

de linvention
German Democrstic Republic  Patentschrift (Ausschliessungspatent),
granted in accordance with paragraph 29 of
the Patent Act of the Genman Democratic
Republic
Patentschrift (Wintschaftspaient), granted
in accordance with paragraph 29 of the
Patent Act of the German Democratic
Republic
Qermany, Pederal Republic of  Auslegeschrift
Hungary Szabadelmi leiras
Japan  Tokkyo koho
Netherlands Openbaar gemaskis octrooiaanvrage
Norway Utsgningeskrift
Sweden Utlaggningsskrift

Genman Democratic Republic

1871

United Kingdom  Amended Patent Specification

CODE: C Patent Documenis Numbered in Primery or Major Series —Third
Publication Level
Eramples:
Denmark Patent
Finland Patentti — Patent
Germany, Federal Republic of Patentschrift
Netherlande Octrooi
Norway Patent
Sweden Patentskrift

CODE: E Patent Documents Numbered in Secondary Series —— Firat
Publicstion Level

Examples:
France Cenificat d’addition & brevet d'invention (old law)
United States Reissue

CODE: H Patent Documents Numbered in Further Series
Example:
United States Defensive publication

Statutory Invention Registration

CODE: M Medicament Pateat Documents
EXAMPLES: )

France Brevet special de medicament
France  Addition a un brevet special de medicament

CODE: P Plant Patent Documents
Example:
United States Plant patent

CODE: U Utility Model Documents Numbered in Series Other than the
Documents of Group I -— First Publication Level
Exsmples:
Germany, Federal Republic of -Gebrauchsmuster
Japan  Kokai jitsuyo shinan koho
Spain  Utility Modsl Application published in the sense of paragraph
6(i)

CODAR: Y Utility Model Documnents Numbered in Series Other than the
Documents of Group I — Second Publication Level

Switzerlend Patentschrift/Expose d'invention/Bspostod invenzione Examples:
(Patent published in the sense of paregreph 6(ii) and Japan  Jitsuyo shinan koho
periaining to the technical ficlds for which search and Spain  Model o de utilidad
examination as 10 the novelty are made)
1800-63
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List of Patent Documents, Past and Currently Published, broken down by issuing country and coded in accordance with

MANUAL OF PATENT EXAMINING PROCEDURE

Appendix I
the SL.8 Code

Kind of published patent document Asso-
Devioation 1 ciated
. signation in lenguage numer-
Issuing of issuing country Translation into 1dentification Letter) ™. oy
country (and, if required, English { document code| . de
transliteration in (when needed) of doc (when
Latin cheracters) defined)
Australia Unexamined complete Unexamined Patent Applica-| A
gspecification open to tion published in the sense
public ingpection (not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Austria Aufgebot (not marked on | Document laid Patent Application published | A
document but indicated | open in the sense of paragraph 6(i)
as such in the Official
Gazette)
Patentschrift Patent Patent published in the sense | B
gpecification of paragraph 6(ii)
Belgium Brevet d'invention/ Patent of invention | Patent published in the sense | A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvemeit A
nement/ improvement published in the sense of
Verbeteringsoctrooi paragraph 6(ii)
Brevet d'importation/ Patent of Patent of importation A
Inveeringsoctrooi imporiation published in the sense of
paragraph 6(ii)
Bulgaria ﬁg"ﬁg&%}”zm“un _Descriplion of Patent published in thesense | A
fio Il invention for a of paragraph 6(ii)
(Oplsamc ne izobrelcme patent
po patent)
ONUCAHKE Description of Inventor's certificate A
5%3 ”3%35.’”;‘{““"“ invention for an | published in the sense of
CBUAETEJCTBO . {author's certificatc paragraph 6(ii)
(Opisanie na izobretenie
po avtoreko svidetelsivo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(ii)
Reissue Patent/Brevet de Patent reissued and repub- B
redélivrance lished in the sense of
paragraph 6(ii)
Cuba Publicacion de bz solicitud | Publication of the |Patent application published | A
{not marked on application in the sense of paragraph 6(i)
document)
Patente de invencion Patent of invention | Patent published in the sense | B
Iol‘ paragraph 6(ii)
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Kind of published patent document Asso-
ciated
. Designation in language numers
lssuing of issuing country Translation into Identification Letter) =)
country (and, if required, English f; ocument code | . de
transliteration in (when needed) 0 (when
Latin characters) defined)
Czechoslova- | Prihldske vynblezu Application for an | Application for inventor's A i
kia (se Zddosti 0 invention seking | certificate published in the
autorské osvediedi) for author's sense of paragraph 6(i), in
certificate accordance with Law No. 84
of 01.11.1972
Prihléska vyndlezu Application for en | Patent application published | A 2
(se Z4dost! o patent) invention asking | in the sense of paragraph &),
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentové pfihldska Patent application | Patent application published | A 5
or or in the sense or paragraph 6(i)
Ptihldska vyndiezu Application for up to patent No. 149260
invention (grented before the eniry into
force of Law No. 84 of
01.11.1972)
Popis vynélezu k Description of an | Inventor's certificate B 1
avtorskému osvéddeni invention for an ] publithed in the sense of
author's certi- paragraph 6(ii), granted in
ficate accordance with Law No, 84
of 01.11.1972
Popis vyndlezu k patentu | Description of an | Patent published in the sense | B yi
invention for & of paragraph 6(ii), granted
patent in accordance with Law
No. 84 0f 01.11.1972
Popis vynalezu k Description of an | Dependant author’s certifi- B 3
autorskému osvédéeni invention for an | cate published in the sense
author's certi- of paragraph 6(ii), granted
ficate in accordance with Law
No. 84 0f 01.11.1972
Popis vyndlezu k patentu | Description of an | Dependent patent published | B 4
invention for a in the sense of paragraph
patent 6(ii), granted in accordance
with Law No. 84 of
01.11.1972
Fatentovy gpis Patent Patent published in the sense §
specification of paragraph 6(ii), up to
No. 149 260, granted belore
the entry into force of
Law No. 84 of 01.10,1972
Denmark Almindeling Patent application | Patent application published | A
tilgaengelig acceseible to the | in the eense of paragraph 6(i)
pateniansagning public
Fremlacggelsesskrift Document laid | Patent application published | B
open after examination as to
novelty in the sense of
paragraph 6(il)
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Kind of published patent document Agso-
ciated
_ Designation in language nUMer-
lssuing of issuing country Translation into Identification Letter| © 0
country (and, if required, English of d A code| . de
transliteration in (when needed) ocumen (when
Latin characters) defined)
Denmark Patent Patent Patent published in the sense | C
{cont’d) ‘ of paragraph 6(ii)
Egypt L@ Alri ) Authority for Patent published in the sense | A
(Idarat bara'at slikhtirah) | Patent Delivery | of paragraph 6(ii)
Finland Julkiseksi tullut patent- | Patent application |Patent epplication published | A
tihakemus (not marked | made accessible to |in the zense of paragraph 6(i®
on the document) the public
Kuulutugjulkaisy - Document laid Patent appiication published | B
Utléggningsskrift open after examination us to
novelty in the sense of
paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
France Demgnde de brevet Application for Patent spplication, first A 1
d'invention patent of invention | publication, published in the
sense of paragraph 6(ii)
Demande de certificat Application fora | Application for a certificate A 2
d'addition & un brevet certificate of addi- |of addition, firet publication,
d’invention iion to & patent of |publithed in the sense of
invention paragraph 6{ii)
Demande de certificat Application for Utility certificate application, | A 3
dutilité certificate of fiest publication . published
utility in the sense of paragraph
&ii)
Demande de certificat Application for a | Application for e certificate | A 4
d'eddition & un certificat |ceriificate of addi- | of addition to a utility
d'utilité tion to a certificate |certificate, first publication,
of wtility published in the gense of
paragraph 6(ii)
Brevet d'invention Patent of invention | Patent, first and only publice- | A §
tion, published in the sense
of paragraph 6(ii)
Certificat d'addition & un | Certificate of addi- | Certificate of addition to & A 6
brevet d'invention tion to & patent patent, first and only publica-
of invention tion, published in the sense
of paragraph 6(il)
Certificat d'utilité Certificate of Utility certificate, first and A 7
utility only publication, published
in the sense of
paragraph &il)

Rev. 3, July 1987
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Kind of published putent document Asso- |
o ciated
\ signation (n language AT
"’,’“"‘3 of issuing country Translation into Identification Letter) © |
country (asd, if required, English of document code | e
transliteration in {when needed) (when
Latin characters) defined)
France Certificat d’addition Certificate of Certificate of addition to & A 8
{cont'd) & un certificat d'utilité addition to a utility certificate, first
certificate of utility | and only publication,
published in the sense of
paragraph &(ii)
Brevet d'invention Patent of invention |Patent, second publication, B |
published in the sense of
paragraph 6(ii)
Certificat d'addition & Certificate of Certificate of addition to a B 2
un brevet d'invention addition to a patent, second publication,
patent of invention | published in the sense of
paragraph 6(ii)
Certificat d’utilité Certificate of Utility certificate, second B 3
utility publication, published in the
sense of paragraph 6(ii)
Ceriificat d’addition & Certificate of Certificate of addition to a B 4
un certificat d’utilité addition to a utility certificate, second
certificate of utility | publication, published in the
sense of paragraph 6(ii)
Brevet d'invention Patent of invention | Patent (old law) published in | A
the sense of paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a E
un brevet d'invention additionto a patent (old law) published in
patent of invention [the sense of paragraph 6{ii)
Brevet spécial de Specinl patent Medicament patent (old law) | M
médicament for medicament published in the sense of
paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a M
un brevet spécial de additiontoa medicament patent (old law)
médicament special patent for {published in the sense of
medicament paragraph 6(ii)
German Patentschrift Patent specifica- | Exclusive patent, granted in | A
Democratic (Ausschliessungs- tion (Exclusive accordance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifl- Industrial patent, granted in | A
(Wirtschaftpatent) cation (Economic |accordsnce with paragraph

Patent)

§.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6(ii)

1800-67
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lesuing
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
trensliteration in
Latin characters)

Tranelation into
English
(when needed)

Identification
of document

Levter
code

ciated
numer-

(when
defined)

Gemmnan
Democratic
Republic
(cont'd)

Patentschrift (Aus-
schliessungspatent)

Patentschrift
{Wirtachaftspatent)

Berichtigte Patentschrift
{Ausschliessungspatent)

Berichtigte Putentachrift
{Wirtschafispatent)

Patent specifica-
tion (Exclusive
Patent)

Patent specifica-
tion (Economic
Patent)

Corrected patent
specification
{Exclusive Patent)

Corrected patent
specification
(Economic Patent)

Exclusive patent granted in
accordence with para-

graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
afier examination as to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(ii)

Industrial patent granted in
socordance with parg.

graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination as (o
novelty whenever this
examination ie effected),
published in the sense of
paragraph 6(ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrscted patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
{Federal
Republic of)

Offenlegungsschrift

Auglegeschrift

Document open
for inspection

Document lsid
open

Patent application published,
before examination az to
novelty, in the sense of
patagraph 6(ii)

- lst publication

- 2nd publication. Modifled
reprint following Al Offen-
legungsschrift or B1 Aus-
legeschrift

- 3rd publication, Modified
reprint following A2 Offen-
legungsechrift or B2 Aue-
legeschrift

Patent application published,
ufter examination as 10
noveity, in the sense of
paragraph 6(ii)

= lat publication. Offen-
legungsschrift not yet
published

- 2nd publication. Normally
following an Al Offen-

legungsechrifi or Bl Auve-

legeschrift

Rev. §, July 1987
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18.1

lssuing
country

Klnd of published patent document

Designation in language
of issuing country
(ard, if required,
uransliteration in
Latin cheracters)

Tranelation into
English
(when needed)

Identification
of document

Letter
code

clated
Aumer-

(when
defined)

Germany
(Federal
Repubilic of)
(cont'd)

Patentachrift

Gebruuchsmuster

Patent
specification

Utility model

- Jrd publication, Following
&n A2 Offenicgungsschrift
or B2 Auslegeschrilt

- 4th publication. Following
en A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph 6({li)

= st publication, Offen-
legungsschrift and Aus-
legeschrift not published

~ 2nd publication. Modified
reprint normally following &
B! Auslegeschrifi or €1
Patentechrift

~ Jrd publication. Normally
following & B2 Auslegeschrift
and an Al Offenlegunge-
wcheift or follawing & B2
Auslegeschrift with 8 preced-
ing B! Auslegeschrift as well
- 4th publication. Following
& B3 Auslegeschrift or C3
Patentschrift

- $th publication, Following
& B4 Auvslegeschrift or &

C4 Patentschrilt

Utility model published in
the sente of paragraph 6(ii)

Hungary

K6zzétett szabadaimi
bejelentés

Szabadaimi leirds

Published patent
application

Patent
specification

Patent application published
in the sense of paragraph i)

Patent publighed in the sense
of paragraph 6(ii)

India

Patent specification

Patent published in the sense
of paragraph 6(}i)

frelend

Patent specification

Patont published in the sense
of paragraph 6(ii)

fealy

Brevetto per invenzione
indusiriale

Patent for indug-
telal Invention

Patent published in the sense
of paragraph 6(if)

1800-69
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Kind of published patent document Asso-
ciated
. Designation in language oumer-
lssuing of issuing country Translation into Identification Letter) —..1
country (and, if required, English of document code |  de
transliteration in {when needed) (when
Latin characters) defined)
Japan o MWW K Lo Published unexam- | Patent application published | A
(Kokai tokkyo k6ho) ined patent applica- | before examination as to
tion novelty in the sense of para-
graphs 6(1) and 6(ii).
® B 2 ] Published examined | Patent application published
patent application after examination &8 to fiov-
(Tokkyo koho) elty in the sense of para-
graphs 6(1) and 6(il).
- 18t publication. A Kokai Bt
tokkyo ké6ho not published.
“T"" headed the numerical
number of Tokkyo kéhé
publigshed from 1922 to
1926.
- 2nd publication. Normally Bi2
following an A Kokal
tokkyo kohd.
HERBY B W Patent specification { Patent (old law) published
Tokkyo hatsumei in the sense of paragraphs
f'nelsal:,yo) 6(i) and 6(i).
- 15t publication. Tokkyo Ccl!
koho not published.
« 2nd publication. Normally C|32
following & B 1 Tokkyo
kéhd.
BB EUNRA S Corrected patent Corrected patent published | H
ification in the sense of pauragraphs
(Tokkyo shinpan spec
Seikytl kokoku) 6(1) and 6(ii).
) 3 & & @ Registered design Registered design application | §
publication published after examination
(Isy6 koho) &3 to novelty in the sense of
paragraphs 6(f) and 6{ii).
LMRRBER 2@ Published unex- Utility model spplication U
(Ko6kai jitsuyo amined utility published before exemina-
shinan k6ho) model application | tion as to novelty in the sense
of paragraphs 6(i) and 6(ii)

Rev. 8, July 1967
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Kind of published patant document cmhwd
Designetion in language Letter Bumet-
liauing of issulngcountry | Translation into Identification wode| !
country (and, if required, English of document code
trensliteration i {when needed) {when
Latin characters) defined)
(|Ipl‘a) % B G % 2 % Published examined § Utlity mod&l lppll‘;uﬂt;znl
con utility model published efter examination
(Jitsuy6 shinan k8ho) application &s to novelty In the sense of
peragraphs 6(1) and 6(l1)
- kst publicstion. U Kdkal Yi1
Jitauy6 shinzn kohoé not
published.
“T* hoeded the numerical
number of Jitsuyd shinen
koho published from 1922
to 1926.
- 2nd publication. Normal- Y2
ly following a U KOkal
jitsuy6 ehingn kOho.
ERNRGR Reglatered L-%mry Réfiﬁ-;"‘»arzd uud!tlty mdolr
model specification | published ln the senes o
(T6roku jitsuyd shinan) paragraphs 6({) and 6{l)
= { ot publication Jitsuyd 211
shinan kohd not published
- 2nd publication. Normal. Z] 2
ty following s ¥ 1 Jitsuyd
shinen koho,
RI0 JR 7% TR R 22 8 | Corvected reglstered | Corrected registered utility |
. utility model specifi- | model published i the sense
(Toroku jitsuyd thinan s
shinpan selky0 kokoku) | 440 of paragraphs 6(1) and 6(1).
Luxembourg |Brovet d'invention Patent of invention |Patent published in the seces | A
of paragraph 6(1i)
Cenificat d'sdditiond  |Certificate of Certificate of addition to s A
un brevet d'invention additiontos patent |patent published in the sense
of invention of paragraph 6(li)
Moneco Brevei ¢'invention Patent of invention |Petent published in the sense | A
of paragraph 6(ii)
Netherlande | Terinzagelegging Patent application jPatant epplication publithed | A
laid open in the sanes of pare-
graphs 6(1) and 6(1i)
Openbasrmeking Published patent  |Patent epplicetion publithed | B
spplication efter examination in the senne
of paregraphs &(1) and &)
Octrooi Patent Putent published in the seriee | C
of paregraph 6(ii)
Norway Almant tilglengelige Patent application |Patent application published | A
patentsbnader (not scceasible to the jin the sense of paregraph 6{i)
marked on the document) |public
Utlegningeskrift Drocument leld Patent application publiched '} B
open afler enamination ss to
novelty in the sanse of pare-
| graph 6(i)
|

1800-71
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open

ufier examination as to
novelty in the sense of para-
graphs &(i) and &(ii)

Kind of published patent document Asso-
- ciated
) Designation in language numer-
Issuing of issuing country Translation into Identification Letter| ™ 0}
country (and, if required, English of document code | . e
transliteration in (when needed) (when
Latin characters) defined)
Norway Patent Patent Patent published in the sense | C
(cont'd) of paragraph 6(ii)
Pukistan Patent specification Patent published in the sense | A
of paragraph 6{ii)
Polend Patent application published | A
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense | B
Patentu tymczasowego | patent of paragraph 6(ii)
Romania Descrieres inventiei Description of the | Patent published in the sense | A
invention of paragraph 6(ii)
Soviet Union | ONHCAHME Description of the | Patent published in the sense | A
}23{{ 2»{-’%3&?"" invention for a of paragraph 6(ii)
(Opisanie izobreteniya | Patent
k patentu)
onﬂgmmn Description of the | Inventor's certificate A
ﬂag’ug&,‘,‘gggfy invention for an | published in the sense of
CBHNETENLCTBY nuthor's certificate | paragraph 6(ii)
{Opisanie izobreteniys k
uvtorskomu svidetelstvu)
Spain Patente de invencion Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccion  |Patent of Patent of importation A
introduction published in the sense of
paragraph 6(i)
Certificado de adicion Certificate of Cettificate of addition A
addition published in the sense of
paragraph 6(i)
Solicitud de Modelo de | Application fore | Utility Model Application U
Utilidad wtility model published in the sense of
puragraph 6(i)
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Allmént tillgénglig Patent application | Patent Application published | A
patentansikan accessiblo to the  |in the sense of paragtaph &i)
public
Utléggningsskrift Document laid Patent Application published | B

Rev. §, July 1987
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Kind of published patent document Asso-
cinted
. Designetion in language BURET-
lssuing of issuing country Translation into identification Letter ical
country (end, if required, English  Soctment code| 4o
trencliteration in (when needed) ot docu (when
Latin charecters) defined)
Sweden Patentskrift Patent document | Patent published in the sense | C
(cont'd) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire |{Document laid Patent Application published | A
Expost/Esposto open after examination as 16
Memoriale novelty in the sense of pars-
grephs 6(i) and 6(ii), and
pertaining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentachrifi/Exposé Patent Patent published in the sense | A
d'invention/Esposto specification of paragraph 6(ii) and per-
d'invenzione teining to the technical
’ fields for which no examine-
tion as to novelty is made,
issued eince 1959
Patentechrift/Exposé Patent Patent published in the sense | B
d'invention/Esposto gpecification of paragraph 6(ii) end per-
d'inventione taining to technical fields
for which exemination 85 to
novelty is made, issucd since
1959
Patentschrift/Exposé Patent Patent published in the sense | A
d'invention/Esposto d'in- | specification of paragraph 6(ii), issued
venzione (Main patent) from 1888 to 1959
(Hauptpatent/Brevet
principal/Brevetto prin-
cipale)
Patentechrift/Exposé Patent Patent of addition published | A
d'invention/Esposto d'in- | specificetion in the sense of pare-
venzione (Zusatzpatent/ |(Additional graph 6(ii), iesued from 1907
Brevet additionnel/Bre- | patent) to 195¢
vetlo addizionale)
Patentechrift/Exposé Patent Patent of addition published | E
d'invention/Esposto d'in- | specification in the sense of paragraph
venzione (Zusatzpstent/ | (Additional 6(it) in secondary series from
Brevet additionnel/Bre- | patent) 1888 1c 1907
vetto addizionale)
United Patent Specification Ensmined Patent Application | A
Kingdom published in the sense of
paragraph 6{ii). Grant of lat-
ters Patent usuelly occurs
3 months after publication.

1800- 13
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Kind of published patent document Asso-
cinted
. Designation in langueage Aumer-
lssuing of issuing country Translation into Identificati Letter ...
country (and, if required, English fd ! ‘°': code . e
transliteration in (when needed) of documen (when
Latin characters) defined)
United Amended Patent Amended Specificationofe | B
Kingdom Specification Granted Patent published in
{cont’d) the sense of paragraph 6(ii)
United States | Patent Patent published in the sense | A
Degign Patent of paragraph 6(ii) §
Reissue Patent Patent reissued end E
republished in the sense of
paragraph 6(ii)
Defensive Publication Patent application published | H
without exemination or
assertion as to novelty, in
the sense of paragraph 6(i)
Defensive Publication Patent document published H
in the sense of paregraph §:
Entry of an abstract of the
application in the Official
Gazette
Defensive Publication Patent document publighed H
inthesense of paragraph 6(ii):
Abstract of an application
published in a discrete docu-
ment form distinctively
numbered in & numerical
series unique to Defensive
Publications
Plant Patent Patent published in the sense | P
of paragraph 6(ii)
Yugoslavia Accepted Patent Application | A
publighed in the sense of
paragraph 6(i)
Peatentni spis Patent Patent published in the sense | B
gpecification of paragraph 6(ii)

Rev. §, July 1987
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i872 International-Type Search [R-2]

PCT Rule 41
Euariler Search Other Than Internations! Search
41.1 Obligation 1o Use Results; Refund of Fee
If reference has been made in the request, in the form provided for in Rule
4.11, 1o an intemnational-type search carried out under the conditions set out in
Anticle 15(5) or to a search other then an intemational or intemational-type
tearch, the Internationel Searching Authority shall, to the extent possible, use
the results of the said search in establishing the intemational search report on the
intemetional application. The Intemationel Searching Authority shall refund
the search fee, to the extent and under the conditions provided for in the
sgreement under Article $6(3)(b) or in & communication addressed to and
publiched in the Gazette by the International Bureau, if the intemational search
repori could wholly or partly, be based on the results of the said search.

37 CFR 1.21 Mlscelianeons fees and charges

L

() International-type search reports:

For prepering an intemnational type search report of an intemational type
search mede at the time of the first action on the merits in & national patent
BPPHCRUONM. cevcerecriirseeniissstssesstnsnsstissnse s bbb sts cbenasies $28.00.

37 CFR 1.104 Nature of exsmination; exeminerts action. b
L BB I ]

(c) An intemationzl -type search will be made in sll national applications
filed on and efter June 1, 1978,

(d) Any nationul application may also have an international-type search
repont prepared thereon at the time of the national examination on the merits,
upan gpecific written request therefor and payment of the international-type
sesrchreporifee. See §1.21(e)for amount of fee for preparation of international -
type search report.

NOTE: The Patent and Trademark Office does not require that & formal
report of an international-type gearch be prepared in orderto obiein e scarch fee
refund in & Ister filed intemational epplication.

L1121

PCT Rule 41 provides that the applicant may request in a
later filed international application that the report of the results
of the international-type search, i.c., a search similar to an
international search, but carried out on a NATIONAL applica-
tion (37 CFR 1.104 (c) and (d)), be used in establishing an
international search reporton such international application, An
international-type scarch is conducted on all U.S. national
applications filed after June 1, 1978. Upon specific request, at
the time of the examination of a U.S. national application and
provided that the payment of a $28.00 international-type scarch
report fee has been made (37 CFR 1.21(¢)), an international-
type search report form (PCT/ISA/201) will also be prepared.

1873 Amendment Under PCT Article 19
{R-2]

PCT Article 19
Awmendmont of the Claimze before the International Bureau
(1) The spplicant shall, after having received the imernational search
repor, be entitled io one opportunity 10 amend the claims of the intemationsl
spplication by filing smendments with the Intemational Buresu within the
prescribed time limit. He may, at the same time, file & brief statement, rs
provided in the Regulations, explaining the amendments and indicating any
impact that such emendments might have on the description and the drawings.
(2) The emendments shall not go beyond the disclosurc inthe intemational

gpplication as filed,

(3) If the national law of any designated Stite penmits amendments to go
beyond the said disclosure, failure to comply with paragraph (2) shall have no
consequence in that State.

1800-75

1873

PCT Rule 46

Amendment of Clalmg before the International Bureau
46.1 Time Limit

The time limit referred to in Anticle 19 ghall be two months from the date
of tranamittal of the intemational search report to the Intemational Bureeu and
to the applicant by the Intemationel Searching Authority or 16months from the
priority date, whichever time expires later, provided that any emendment made
under Anicle 19 which is received by the Intemational Burceu after the
expiration of the applicable time limit shall be considered to have been received
by that Bureau on the last day of the time limit if it reaches it before the technical
preparations for intemational publication heve been compleed.

46.2 (Deleted]
46.3 Language of Amendments

If the internetional application has been filed in & language other than the
langusge in which it is published, any amendment made under Anticle 19 shall
be in the langueage of publication.

46.4 Statemens

(2) The statement referred to in Article 19(1) shall be in the langusge in
which the international application is published and shall nat exceed 500 words
if in the English language or if tranelated into thet languege. The siatement ghall
be identified as such by & heading, preferably by using the words “Statement
under Article 19(1)" or equivslent in the language of the statement.

(b) The statement shall contain no dispareging comments on the intema-
tional search report or the relevance of citations contsined in thet repont. Refer-
ence to citations, relevant 1o 8 given claim, contained in the intemational search
report may be made only in connection with an emendment of that clsim.
46.5 Form of Amendments

(a) The applicant shall be required io submit & replacement sheet for every
sheet of the claims which, on account of an amendment or amendments under
Ariicle 19, differs from the sheet originally filed. The letter accompeanying the
replacement sheet shall draw attention 1o the differences between the replaced
sheets and the replacement sheets. To the extent that any amendment results in
the cancellation of an entire sheet, that emendiment shell be communicated in s
leter.

(b) and (c) [Deleted)

37 CFR 1.418 The International Bureau,

(a) The International Bureau is the World Intellectual Property Organize-
tion located st Geneva, Switzerland. It ig the intemetional intergovernmental
organization which acts as the coordinating body under the Treaty ond the Regu-
lations (PCT Ant. 2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the Intemational Bureeu include:

(1) Publishing of intemationel applications and the International
Gazetie,

(2) Transmitting copies of intemational applications to Designated
Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities pertinent to the processing of
specific international applications.

PCT Adminlstrative Instructlons Section 205
Numbering and Identification of Claims Upon Amendment

(8) Amendments tothe claims under Article 19 or Article 34(2)(by may be
made either by cancelling one or more entire claims, by adding one ormore new
claime or by emending the text of one or more of the claime as filed. All the
claims appearing on a replacement sheet shall be numbered in srabic munerels,
Where s claim is cancelled, no renumbering of the sther ¢laims shali be roguired.
In all cases where claims are renumbered, they shall be renumbered consecu-
tively.

(b) The applicant shall, in the leiter referred to in the second end third
sentences of Rule 46.5(z) or of Rule 66.8(a), indicate the differences beiween
the claims as filed and the claims as amended, He shell, in panticular, indicate
in the gaid letter, in connection with each claim appearing in the intemational
application (it being understood that identical indications conceming several
claims may be grouped), whether:

(i) the claim is unchanged;

(ii) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaces one or more cleims ae filed;

(v) the claim is the result of the division of a claim us filed.
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The applicant has one opportunity to amend the claims only
of the iniernational application after issuance of the Scarch
Report. The amendments to the claims must be filed direcly
with the International Burcau, usually within 2 months of the
date of mailing of the Search Report. If the amendments to the
claims are timely received by the International Burcau, such
amendments will be published as part of the pamphlet directly
following the claims as filed. Article 19 offers applicants the
opportunity to generally amend the claims before entering the
designated Offices. The national law of some designated Of-
fices grants provisional protection on the invention from the
date of publication of the claims. Thercfore, some applicants
take advantage of the opportunity under Article 19 to “polish”
the claims anticipating provisional protection.

1875 International Bureau Procedures [R-2]

PCT Rule 24
Receipt of the Record Copy by the Internatlonal Bureau
24.1 [Deleted]

24.2 Notification of Receipt of the Record Capy

() Subject 10 the provisions of paragraph (b), the Intemnational Burcau
shall promptly notify the applicant, the receiving Office, the Intemational
Searching Authority, and sll designsted Offices, of the fact and the date of
receipt of the record copy. The notification shall identify the internstional
application by its number, the intemational filing date, the name of the applicant,
and the name of the receiving Office, and shall indicate the filing date of any
carlier applicstion whose priority is claimed. The notification sent to the
applicant shall also contain the list of the designated Offices which have been
notified under this paragraph, end shell, in regpect of each designated Office,
indicae eny applicable time limit under Anticle 22(3).

(b) If the record copy is received efter the expiration of the time limit fired
in Rule 22.3, the Intemetional Buresu shall promptly notify the applicant, the
receiving Office, and the International Searching Authority accordingly.

PCT Ruie 28
Defects Noted by the Internatlonal Bureau

28.1 Note on Certain Defects

(a) If, in the opinion of the Intemational Buresu, the intemational appli-
cation conteins any of the defecte referred to in Anticle 14(1)(2)(@), (i), or (v),
the Iniemational Bureau shell bring such defects 1o the attention of the receiving
Office.

(b) The receiving Office shall, unless it disagrees with the said opinion,
proceed as provided in Anicle 14(1)(b) and Rule 26.

1877 International Publication [R-2]

PCT Article 21
Internationel Peblication

(1) The Intemational Bureau shall publish inte mational spplications,

(2)(=) Subject to the exceptions provided for in subparagraph (b) and in
Article 64(3), the intemational publication of the intemational epplicetion shall
tie effected promptly after the expiration of 18 months from the priority dete of
that application.

(b) The applicant may ask the Intemational Buresu to publish his
internetional epplication eny time before the expiration of the time limit referred
10 in subpasagraph (). The Intemationsl Bureau shall proceed eccordingly, re
provided in the Regulations.

(3) The intemational search repost orthe declaration referred toin Anticle
17(2){a) shell be published as prescribed in the Regulations.

(4) The language and form of the intemational publicsiion an. sther
detsils are govemed by the Regulations.

(5) There shall be no international publication if the international apyuca-
tion is withdrawn or is considered withdrawn before the technical preparations
for publication have been completed.

(6) If the intsmational application containg expressions or drawings
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which, in the opinion of the International Bureau, sre contrery to morslily of
public order, or if, in its opinion, the intemational application contains dispar-
aging statements as defined in the Regulations, it mey omit such expressions,
drawings, and statements, from its publications, indicating the place and number
of words or drawings omitted, and fumishing, upon request, individusl copies
of the passages omitied.

PCT Article 29

Effects of the International Publication

(1) As far as the protection of any rights of the applicant in a designated
Swute is concemed, the effects, in that State, of the intemational publicstion of
an intermational application ghall, subject to the provisions of paragraphs (2) to
(4), be the same as those which the national law of the designeted State provides
for the compulsory national publication of unexamined nationel spplicstions as
such,

(2) If the language in which the internatione! publication has been effected
is different from the language in which publications under the national law are
effected in the designated State, the said national law may provide that the
effects provided for in paragraph (1) shall be applicable only from such time as:

(i) & translation into the latter language has been published as provided
by the national law, or

(ii) & translation into the latter languege hes been made available 1o the
public, by laying open for public inspection as provided by the national law, or

(iii) & wanslation into the latter lenguage has been transmitted by the
applicant to the actual or prospective unauthorized userof the invention clsimed
in the intemastionsl epplication, or

(iv) both the acts described in (i) and (iii), or both the acts degcribed in
(ii) and (iii), have taken place.

(3) The national law of any designated Statz maey provide that, where the
international publication has been effected, on the request of the applicant,
before the expirstion of 18 months from the priority date, the effects provided
for in paragraph (1) shall be gpplicable only from the expiration of 18 months
from the priority date.

(4) The national law of any designated State may provide that the effects
provided for in paragraph (1) shall be eppliceble only from the date on which s
copy of the intemational spplication as published under Anticle 21 has been
received in the national Office of or scting for such State. The seid Office shall
publish the dute of receipt in its gazette as soon as possible,

PCT Rule 48
International Publication

48.1 Form

(=) The intemational application shall be published in the form of a
pamphlet.

(b) The particulars regarding the form of the pamphlet and the method of
reproduction shall be govemed by the Administrative Instructions.
48. 2 Contents

(a) The pamphilet shall contain:

(i) & standardized front page,

(ii) the description,

(iii) the claims,

(iv) the drawings, if any,

(v) subject to paragreph (g), the international search report or the
declaration under Article 17(2)(s); the publication of the intemational gearch
veport in the pamphlet shall, however, not be required to inciude the part of the
intemational search repon which contsine only matier referred to in Rule 43
wlready appearing on the front page of the pamphiet.

(vi) any staiement filed under Article 19(1), uniess the Intemational
Burcau finds that the statement does not comply with the provisions of Rule
46.4,

(vii ) any requess for rectification referred to in the third sentence of

Rule 91.1(f).
(b) Subject to paragraph {c), the front page ehall include:

(i) data taken from the request sheet and such other data &s ure prescribed
by the Administrstive instructions,

(ii) & figure or figures where the intemational application contains draw-
ings, unless Rule 8.2(b) applies.

(iii) the abatract; if the abstesct is both in English and in enother language,
the English text shall appear first.
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(c) Where a declarstion under Anicle 17(2)(a) has issued, the front page
ghall conspicuously refer to that fact and need include ueither a drawing nor an
ehatract.

(d) The figure or figures referred 1o in paragraph (b)(it) shall be selected
a8 provided in Rule 8.2, Reproduction of such figure or figures on the front page
may be in & reduced form.

(e) If there is not enough room on the front page for the wotality of the
abstract referred to in paragraph (b)(iii), the said abstract shall appear on the
back of the front page. The smne shall apply to the translation of the abstract
when such translation is required 1o be published under Rule 48.3(c).

(f) If the claims have been amended under Article 19, the publication shall
contain either Gie full text of the claims both as filed and as amended or the full
text of the claims as filed and specify the amendments. Any statemnent referred
toin Article19(1) shall be included as well, unless the International Burean finds
that the statement does not comply with the provisions of Rule 46.4. The date
of receipt of the amended claims by the Intemational Bureau shall be indicated.

(g) If, st the tine of completion of the technical preparations for intema-
tional publication, the international search report is not yet available (for
example, because of publication on the request of the applicant as provided in
Anicles 21(2)(b) and 64(3)(c )(i)), the pamphlet shall contain,in place of the
international search report, an indication to the effect that the report was not
aveilable and that cither the pamphlet (then elso including the intemational
esarch repost) will be republished or the intemational search report (when it
becomes available) will be separately published,

(h) If, et the rime of the completion of the icchnical preparations for
internationel publicetion, the time limit for amending the claims under Article
19 has niot expired, the pamphlet shall refer to that fact and indicate that, should
the cleims be amended under Anticle 19, then, promptly after such amendments,
either the pemphlet (containing the clzims as smended) will be republished or
& statement reflecting all the amendmente will be published. In the latter case,
at leest the front page and the claims shall be republished and, if & statenent
under Anticle 19(1) has been filed, that steiement shall be published as well,
unless the Intemetional Buresu finds that the statement dots not comply withthe
provitions of Rule 46.4.

(i The Administrative Insinctions sha!l determine the cases in which the
various altemative referred 10 in parsgraphs (g) and (h) shall apply. Such
determination shall depend on the volume end complexity of the smendments
and/or the volume of the intemational applications end the cost fectors.

48.3 Languages

(8)* If the intemationa! application is filed in English, French, German,
Japanese, Russian or Spanish, thet application shell be published in the language
in which it was filed.

(b)* If the intemational epplication is filed in a language other than
English, French, German, Jepanese, Russian or Spanish, that application shall
be published in English translation. The translation shall be prepared under the
responsibility of the Intemational Searching Authority, which shall be obliged
tohave it ready in time to penmit international publication by the prescribed date,
or, where Article 64(3)(b) applies, to pennit the communication under Anicle
20 by the end of the 19th month efter the priority date. Notwithsianding Rule
16.1(a), the Internationsl Searching Anthority may charge a fee for the transla-
tion to the applicant. The Intemational Searching Authority ¢hall give the
applicant an opportunity to comment on the draft translation. The Intemational
Searching Authority shall fix s time limit reasonable under the circumstances of
the case for such comments. If there is no time to take the comments of the
gpplicant into account hefore the tranglation is communicated or if there is &
difference of opinion between the applicant and the said Authority as 1o the
correct tranglation, the applicant may send & copy of his comments, or what
remaing of them, to the Intemational Bureau and cach designated Office 10
which the translation was communicated. ‘The Intemational Buseau shall
publish the cssence of the comments together with the translation of the
Intemational Seasching Auihority or subsequently 1o the publication of such
translation,

* The words printed in italics will become applicable at the same time that
the PCT will enter into force inrespect of the country which, among the Spanish.
speaking countries is the first 1o ratify or accede to the PCT.

(c) If the intemational application is published in a language «ther than
English, the intemational search seport to the extent that it is published under
Rule 48.2(a)(v), or the declaration referred to in Article 17(2)(a), the title of the
invention, the abstract and any text matter pertaining 1o the figure or figures
sccompanying the abstract shall be published both in that language and in
English. The transistions shall be prepared under the responsibility of the
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Intemnational Bureau.

48.4 Earlier Publication on the Applicant's Request

(a) Where the applicant asks for publication under Anicles 21(2)(b) and
64(3)(c )(i) and the international search repost, or the declaration referred to
in Anticle 17(2)(a), is not yet available for publication together with the
intermnational application, the Intemational Bureau shall collect a special
publication fee whose amount shall be fixed in the Administrative Instruc-
tions.

(b) Publication under Articles 21(2)(b) and 64(3)(c)(i) shall be effected by
the International Bureau prompily after the applicant hag asked for it end, where
a special fee is due under paragraph (a), after receipt of such fee.

48.5 Notification of National Publicatior

Where the publication of the intemnational application by the International
Bureau is governed by Article 64(3)(c)(ii), the nations] Office concerned shell,
prompily afier effecting the nations) publication referved to in the said provi-
sion, notify the Intemationsl Bureau of the fact of such national publicstion.
48.6 Announcing of Certain Facts

(=) If any notification under Rule 29.1(a)(ii) reaches the Intemational
Bureeu at & time later than thet at which it was able to prevent the intemational
publication of the intemational applicetion, the Intemnetional Bureau ghall
promptly publish & notice in the Gazetie reproducing the essence of such noti-
fication.

(b) | Deleted]

(c) If the imemational application or the designation of eny designated
State is withdrawn under Rule 32.1, or if the priority cleim is withdrawn under
Rule 32°% 1 afier the technical preparations for international publication have

been completed, this fact shall be published in the Gezette,

PCT Rule 86
The Gazotte

86.1 Contents

The Gazette referved 1o in Article $5(4) shall contain:

(i) for each published internationel application, deta specified by the
Administrative Instructions teken from the front page of the pemphlet published
under Rule 48, the drawing (if any) appesring on the ssid front page, and the
abstract,

(i) the schedule of all fses payeble to the receiving Offices, the Intema-
tional Buresu, and the Intemstional Searching and Preliminary Exemining
Authoritics,

(iii) notices the publication of which is required under the Treaty or these
Regulations,

(iv) information, if and to the exient fumnished to the Intarnationsl Bureau
by the designated or elected Offices, on the question whether the requirements
provided for in Articles 22 or 39 have been complied with in regpect of the
international applicetions designating or electing the Qffice concemed,

(v) any other usgeful information prescribed by the Administrative In-
structions, provided access to such information is not prohibited under the
Treaty or these Regulations.

86.2 Languages

(8) The Gazeue shall be published in en English-lenguage edition and &
French-language edition. It shall also be published in editions in any other
lsngusge, provided the cost of publicetion is assured through seles or subven-
tions.

(b) The Assembly mey order the publication of the Gazette in languagee
other than those seferred to in paragraph (a) .

86.3 Frequency

(a) Subject 1o paregraph (b), the Gezetts shall be published once @ week.

() l'or a transitional period after the entry into force of the Treaty termi-
nating upon a date fixed by the Assembly, the Gazetie may be published at such
times as the Director General considers appropriste having regard o the number
of intemational applications and the amount of ather material required to be
published.

86.4 Sale

(&) Subject 10 paragraph (b), the subscription end other sele prices of the

1azette shall be fixed in the Administrative Instructions,

(b) l'or a transitional period after the entry into force of the Treaty termi-
nating upon a date fixed by the Assembly, the Gazotie may be distributed on such
termns as the Director General considers appropriate having regard tothe number
of intermational applicstions and the gmount of other material published therein.
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86.5 Title
‘The title of the Gazette shall be “Gazette of Iternational Patent Applice-
tions ,” and "Gazette des Demandes iniemationales de brevets,” respectively.
86.6 Further Details
Further details conceming the Gazette may be provided for inthe Admin-
istrative Instructions,

PCT Adminlstrative Instructions Sectlon 404
International Publication Number

The International Buresu shall assign to each published intemational
application an intemational publication number which shall be different from
the intemational application number. The intemational publication number
shall beused on the pamphlet and in the Gazette entry. It shall consist of the two-
letter code “WO" followad by a two-digit designation of the last two numbers
of the year of publication, & elant, and a serial number consisting of five digits
(e.g., "WOT8/1 2345").

35 U.S.C. 374 Publicatlon of Internatlonsl spplication: Effect.

The publicstion under the treaty of an international application shall
confer no righte and shsll have no effect under this title other then that of &
prinied publication.

37CEKFR 1.318 Notification of natlonal pubticution of 2 patent based
on an International application.

The Office will notify the Intemational Bureau when a patent is issued on
en application filed under 35 U.S.C, 371, and there has been no previous
intemationel publication.

The publication of international applications currently
occurs every other Thursday. Under Article 20 the International
Burcau sends copies of published applications to each of the
designated Offices on the day of publication. As aPCT member
country, the U.S. Patent and Trademark Office also receives
copics of all published International applications for inclusion
in the examiner search files. Also a complete sct of published
International applications in numeric order by publication
number is available on microfilm in the Scientific Library.

1880 Withdrawal of International Application
or Designations [R-2)

PCT Rule 32
Withdrawal of the International Application or of Deslgnations
32.1 Withkdrawals

() The applicant may withdraw the intemational application prior to the
expiration of 20 months from the priority date except ag to any designated State
in which national processing or examination has slready started. lle may
withdraw the designation of any designated State prior to the date on which
processing or exemination may stant in that State.

(b) Withdrawal of the designetion of &}l designated States shall be treated
ss withdrawe! of the intemational spplication.

(c) Withdrawal shall be effected by & signed notice from the applicant to
the International Bureaw or to the receiving Office. In the case of Rule 4.8(h),
the notice shall require the signature of all the applicants.

(@) [Deleted]

(e) There shall be no intemational publication of the intermational sppli-
cation of of the designation, as the case may be, if the notice effecting
withdrawal reaches the International Burcau before the technical preparations
for publication have been completed.

1885 Receipt of the Infernational Application
by the Designated Offices [R-2)

PCT Article 20
Commurlcation to Deslgnated Offices
(1)(&) The intemational application, together with the intemational scarch
report (including any indication referred to in Anicle 17(2)(b)) or the declara-
tion referred to in Article! 7(2)(s), shall be communicated 10 each dosignated
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Office, asprovided in the Regulations, unless the designated Office waives such
requirement in its entirety or in parnt.

(b) The communication shall include the translation (ae prescribed) of
the said repor or declaration.

(2) If the claims have been amended by virue of Articlel9(1), the
communication shall either contain the full text of the claims both as filed and
as amended or shall contzin the full text of the claims as filed and specify the
smendments, and shell include the statement, if any, referred to in Article 19(1).

(3) At the request of the designated Office or the epplicent, the Intema-
tional Searching Authority shsll send to the said Office or the applicant,
respectively, copies of the documents cited in the intemational gearch report, as
provided in the Regulations,

PCT Rule 47
Communlcation to Designated Offlces
47.1 Procedwre

(&) The communication provided for in Article 20 shall be effected by the
Intemastional Buresu,

(b) Such communication shall be effected promptly after the international
publication of the intemational epplication &nd, in any event, by the end of the
19th month efter the priority date. Any smendment received by the Intemational
Buresu within the time limit under Rule 46.1 which was not included in the
communication promptly to the designated Offices by the Iniernational Bureau,
#nd the later shall notify the applicant accordingly.

(c) The Intemational Bureau shall send a notice to the applicant indiceting
the designated Offices to which the communication hes been effected and the
date of such communicstion. Such notice shall be sent on the same day as the
communication, Each designated Office shall be informed separately from the
communication, ehout the sending and the date of mailing of the notice. The
notice shall be sccepted by sll designated Offices as conclusive evidence that the
communication has duly taken place on the daie epecified in the notice.

(d) Bach designated Office shall, when it go requires, receive the inteme-
tionsl sesrch reporis and the declarations referred 1o in Asticle 17(2)(a) also in
the translation referred to in Rule 45.1.

(e) Where any designeied Office has waived the requirement provided
under Article 20, the copies of the documents which otherwise would have been
gent to that Office shall, at the request of that Office or the applicant, be sent W
the applicant at the time of the notice referred 10 in paragraph (c).

47.2 Copies

(a) The copies required for communication shall be prepared by the
Intenationsl Bureau.

(b) They shall be in sheets of Ad size.

(c) Exncept to the extent that any designated Office notifies the Intema-
tional Buresu otherwige, copics of the pamphlet under Rule 48 may be used for
the purposes of the communication of the intemational application under Anicle
20.

41.3 Languages

The international application communicated under Article 20 shall be in
the language in which it is published provided that if that languege is different
from the language in which it was filed it shall, on the requesi of the designated
Office, be communicated in either or both of these languages.

37 CFR 1.414 The United Statos »Patent and Trademark Offlce
as a< Deslgnated Office >or Elected Offlcec.

(a) The United States Patent and Trademark Office will act as a Designated
Office »ur Blected Office< for international epplications in which the United
States of America has been designated >or elected< as & State in which patent
protection is desired,

(b) The >United States< Patent and Trademark Office, wiien acting az &
Designated Office »or Elected Office< during intermationel processing will be
identified by the full title “United States Designated Office” or by the ebbrevia-
tion “DO/US" »or by the full title “United States Elected Office” or by the
abbreviation "EO/US"<,

(c} The mejor functions of the United States Designated Office »or
Lilected Office< in respect 1o intemational applications in which the United
States of America has heen designated >or elected, include:

(1) Receiving various notifications throughout the intemational
stage; »end<

(2) Accepting for * national >stage< * examination intemational
applications which satisfy the requirements of 35 U.S.C. 37] ¢ e%
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The International Burcan communicates a copy of the
international application to cach designated Office, except the
United States Patentand Trademark Office where that Office is
not only a designated Office but was also the Receiving Office
(35 U.S.C. 371(a)). The copy is preparcd by the International
Bureau and it is accompanied by a copy of any amendments to
the claims, and a copy of the international search report or the
declaration by the International Searching Authority to the
effect that no international search report will be established
(PCT Article 20(1)(a) and (2) and PCT Rules47.1(a) and 47.2).
The International Bureau also sends a notice to the applicant
(form PCT/IB/308) informing him or her of those Offices w
which it has sent the copics and the date on which they were sent
(PCT Rule 47.1(c)).

The International Bureau cffects the said communication
of the intcrnational application to the designated Offices
promptly after publication.

The applicant may, if he or she so desires, transmit, or ask
the Inicrnational Burcau to transmit, at any time, a copy of the
international application to any designated Office. Further de-
tails may be found in PCT Article 13 and PCT Rule 31. Itis to
be noted that any transmiutal of this kind does not in the absence
of an express request from the applicant, entitle the designated
Office to start processing the international application in that
Office. At the express request of the applicant, however, any
designated Office may start processing or examining the inter-
national application earlier (PCT Article 23(2)).

1887 Entry into the National (or Regional)
Phase Before the Designated Offices [R-2]

PCT Avticle 22
Copy, Transiatlon, and Vee, to Designated Offices

(1) The applicant shall fumish & copy of the interaational application
(unfesy the communication provided for in Article 20 has already taken place)
and s translation thereof (ag prescribed), and pay the national fee (if any), 10 cach
designated Office not tater than ai the expiration of 20 months from the priority
date. Where the nationsl law of the designeted State requires the indication of
the name of and other prescribed dats conceming the inventor but allows that
these indications be fumished at & time fater than that of the filing of a national
spplication, the applicant shall, unless they were contained in the request,
furnish the said indications to the national Office of or acting for that State not
Inter than et the expiration of 20 months from the priority date.

(2) Where the Intemational Searching Authority makes & declaration,
under Article 17(2)(a), thet no intemational search report will be established, the
time fimit for performing the acts referred to in paragreph (1) of this Article shall
be the same g8 that provided for in paragraph (i),

(3) Anynational law may, for performing the acts referred to in paragrephs
(1) or (2), fix time limits which expire later than the time limit provided for in
those parsgraphs,

PCT Artlele 23
Delaying of Natlonal Procedarn
(1) No designated Office shall process or examine the international
application prior to the expiration of the applicable time limit under Article 22.
(2) Notwithstanding the provisions of paragraph (1), any designaed
Office may, on the express requeat of the applicamt, process or examine the
international application & any tine,

PCT Article 24
Possible Loss of Effect In Deslgnatod States
(1) Subject, in case (i) below, to the provisions of Anicle 28, the offect of
the international application provided for in Anticle 11(3) shall cease in any
designated State with the same conscquences as the withdrawal of any national
application in that State:
(i) if the applicant withdraws his intemations) application or the desig-
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nation of that State;

(i) if the international application is considered withdrawn by virue of
Articles 12(3), 14(1)(b), 14(3)(s), orl4(4), or if the designation of that State is
considered withdrawn by vintue of Article 14(3)(b);

(iii) if the applicant fails 1o perform the acts referved to in Article 22
within the applicable time limit,

(2) Notwithstanding the provisions of paragraph (1), any designated
Office may maintain the effect provided for in Anicle 11(3) even where such
effect is not required to be maintined by virtue of Article 25(2).

PCT Article 26
Opportunity to Correct Before Designated Offices
No designated Office shall reject en intemational epplication on the
grounds of non-complience with the requirements of this Treaty and the
Regulations without first giving the epplicant the opportunity to correct the gaid
application tothe extent and according tothe procedure provided by the national
law for the same or comparzble situations in regpect of nationel applicetions.

PCT Article 27
Nationsl Requiremaonts

(1) No nationel law shall require compliance with requirements relating
to the form or contenis of the intesmations] application different from or
additional to those which are provided for in this Treaty and the Regulations.

(2) ‘The provisions of paragraph (1) neither effect the application of the
provisionsof Article 7(2) nor preclude any national law from requiring, oncethe
processing of the intemational application has steried in the designated Office,
the furnishing:

(i) when the applicent is a legal entity, of the neme of an officer entitled
o represent such legal entity.

(ii) of documents not part of the international application but which
constitute proof of allsgations or statements made in that application, including
theconfirmation of the international epplication by the signature of the applicant
when thet applicstion, as filed, wes signed by his representative or agent.

(3) Whers the applicent, for the purposes of eny dosignated State, ie not
qualified according 10 the national law of that State 1o file & national application
beceuse he ig not the inventor, the inlemational applicetion may be mjected by
the designated Office.

(4) Where the national law provides, in respoct of the form or contents of
national applications, for requirements which, from the viewpoint of epplicants,
are more favorable than the requirements provided for by this Treaty and the
Regulations in respect of intemational applications, the national Office, the
couris and any other competent organs of or ucting for the designated State may
apply the former reguirements, instead of the lutter requirements, 0 interna-
tional applications, except where the applicant insists that the requirements
provided for by this Treaty and the Regulations be applied 1o his intemational
application.

(5) Nothing in this Treaty and the Reguiations is intended to bs construed
as proscribing anything thet wonld limit the freedom of each Contracting Suaie
10 proscribe such substantive conditions of patentability as it desires. In
particular, any provision in this Treaty and the Regulations conceming the
definition of prior ant is exclusively for the purposes of the intemational
procedurs and, consequently, any Contracting Statle is fres 1o apply, when
determining the patensbility of an invemion clsimed in en intemational
application, the criteria of ls nationa! law in respect of prior an and other
conditions of pateniability not constiuning requirements &g to the form and
contents of applicaticons.

(6) The national law may require that the spplicant furnish evidence in
raspect of say substantive condition of patentability prescribed by such law,

(7) Any receiving Office of, once the processing of the intemational
application has started in the designated Office, that Office may apply the
nxtional faw as far us it relates o any vequirement that the spplicant be
represented by an agent having the right to represent applicants before the said
Office and/or thet the applicant have an address in the designated Suaie for the
pumpose of receiving natifications,

(8) Nothing in this Treaty end the Regulations ia inteded 10 be construed
as himiting the freedom of any Contracting State 1o apply ineasures deemed
necessary for the proservation of its national security or to limit, for the
proteciion of the general economic interests of that State, the right of its own
residents or netionala to file intermational applications.
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PCT Article 28
Amendment of the Clalms, the Description, end the Drawings,
before Denlgnated (Mfices

(1) The epplicant shall bz given the opportunity o amend the claims, the
description, and the drawings, before cach designuted Office within the pre-
scribed time limit, No designated Office shall grant a patent, or refuse the grant
of a patent, before such time limit has expired except with the express consent
of the applicant,

(2) The amendments shall not go beyond the discloaure in the intemational
application as filed unless the national law of the designeted State permits them
10 go beyond the seid disclosure.

(3) The amendments shall be in accordance with the national law of the
designated State in all regpects not provided for in this Treaty and the Regule-
tions.

(4) Where the designated Office requires s translation of the intemational
application, tho smendments shall be in the language of the translation.

PCT Rule 49
Copy, Transiation and Fee under Articic 22
49.1 Notification
(8) Any Contracting $tate requiring the fumishing of & tranglation or the
peyment of & national fee, or both, under Article 22, shali notify the Intemnational
Bureau of:
(1) the languages from which and the language into which it requires
tranglation,
bsii) the amount of the nationsl fee.
(e"*) Any Contracting Stete not requiring the furnishing, under Article 22,

by the spplicant of & copy of the intemationsl application (sven though the
communication of the copy of the intomational spplicstion by the Intemational
Bureau under Rule 47 has not taken plece by the expirstion of the time limit
applicable under Anticle 22) ehell notify the Intemational Bureau sccordingly.

(8®) Any Coatracting Siate which, pureuant to Anticle 24(2), maintsins,

if it is 2 designated Siats, the effect provided for in Article 11(3) eventhough &
copy of the intemational application ie not furnished by the applicant by the
expiration of the time limit eppliceble under Anticle 22 shall notify the
Internstions} Bureau accordingly.

(b) Any notification received by the Intemationsl Buresu under para-
graphs (&), (a™) or (%) shall be promptly published by the Intemational Burcau

ini the Grzette,

(c) If the requirements under paragreph (g) change later, such changes
shell be notified by the Contracting State to the Intemstions] Bureau and that
Bureau shall prompiy publish the notification in the Gazette. If the change
means that translation is required into & lenguage which, before the change, was
not required, such change shall be effective only with regpect to intemational
applications filed later than two months efter the publication of the notificetion
in the Gazette. Otherwise, the offective date of any change shall be determined
by the Contracting State.

49.2 Languages

The lengusge into which translation may be required must be an officisl
language of the designeted Office. If there are several of such lenguages, no
translation mey be required if the intemational application is in one of them, If
there ate several officiel langusges and a translation must be fumished, the
applicent gy choose any of those languages, Notwithstanding the foregoing
provisione of thie parsgraph, if there are seversl official langusges but the
national lew prescribes the uss of one such languegefor forcigners , a translation
into that language mey be required.

49.3 Statements Under Article 19, Indications Under Rule 134

for the purposes of Article 22 and the present Rule, any statement made
under Asticle 19(1) and any indication furmnished under Rule 13+.4 shall, subject
to Rule 49.5(c) snd (h), be considered part of the intsmetional application,
49.4 Use of National Form

No applicant shall be required to use & national form when performing the
acts referred to in Article 22,

49.5 Contents of and Physical Requirements for she Translation

(8) For the purposes of Anicle 22, the translation of the utemational
application shall contain the description, the claims, any text mattsr of the
drawings and the abstract. If required by the designated Office, the translation
shall also, subject 1o paragraphe (b) end (c),

(i) contain the request,
(ii) if the claima have been mmended under Article 19,contain both the
cleims es filed and the cleims ug amendsd, and
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(b) Any designuted Office requiring the fumishing of a trenelation of the
request shall fumish copies of the language of the tranalation fres of charge to
the applicants. The form and contents of the request form in the language of the
translation shall not be differant from those of the request under Rules 3 and 4;
in particular, the request form in the lenguage of the wranslation ehall not ask for
any information that is not in the request as filed. The ute of the request foem in
the lenguage of the trenslation shall be optional.

(¢) Where the applicant did not fumith & tranglation of any statement made
under Anticle 19(1), the designated Office may disvegard such statement.

(d) If any drawing contains text matier, the translation of that text matier
shall be fuenished cither in the form of a copy of the original drawing with the
trenslation pasted on the original iext matter or in the fonm of s drawing executsd
anew,

(¢) Any designated Office requiring under paragraph (a) the furnishing of
& copy of the drawinge shall, where the applicant feiled to furnish such copy
within the time limit applicable under Anicle 22,

(i) invite the applicant to furnish such copy within & time limit which shall
ba reasoneble under the circumstances end shall b fixed in the invitation, or

(ii) disregard the snid drawing if such invitation, oa February 3, 1984 isnot
compatible with the nationel law epplied by that Office and e long as it
continnes 1o be not compatible with that law,

() The expregsion “Fig."” does not require trenslation into eny lenguage.

(g) Where any copy of the drawings or eny drawing executed anew which
has been furished under paregraph (d) or (8) doos not comply with the physical
requiremente referred 1o in Rule 11, the designatsd Office may invits the
applicent 10 correct eny defect within & time limit which shall bs reasonable
undsr the circumstances end shall be fixed in the invitation.

(h) Where the applicent did not fumish & trenslation of eny indication
fumished under Ruls 13 *.4, the designated Office shell invite the applicant to
fumish such tresislation, if it deems it 1o be neosssary, within & time limit which
shall be reasoneble under the circumstances and shall be fixed in the invitation.

(i) Infermation on eny requirement and practice of designaied Offices
under the second sentence of paragraph (a) shall be published by the Inteme-
tione! Bureau in the Gazeue.

(i) No designuted Office shall require that the translation of the inteme-
tional epplication comply with physical requirements other than those pre-
scribed for the international application ae filed.

PCT Rule 50 .
Faculty Under Article 22(3)
50.1 Exercise of Faculty

(=) Any Contracting Stats allowing a time limit oxpiring later than the time
limits provided for in Article 22(1) or (2) ghall notify the Intemational Buresu
of the time limits so fixed.

(b) Any notificetion recoived by the Intometional Bureau under psragraph
(a) shall be promptly published by the Intemetional Bureau in the Gezatis,

{c) Notifications conceming the shoriening of the previously fixed time
limit shall be effective in relation to intsmetional applications filed aftar the
expiration of three months computed from the date on which the notification was
published by the Intemationel Bureau.

(d) Notifications conceming the lengtheaing of the proviously fixed time
limit shall become sffective upon publication by the Intemational Buresu in the
Garette in reapect of international applications peading at the time or filed after
the date of such publication, or, if the Contracting State effocting the notification
fines some later date, as from the latter date.

PCT Rule 52
Amendment of the Clalhmy, the Description, and the Drawlags,
bofore Deslgnuted Officesn
52.1 Time Limit
(&) In any designated State in which processing or exemination sters
without special request, the epplicant shall if he so wishes, exercise the right
under Anticle 28 within one month from the fulfillment of the requirements
under Article 22, provided that, if the communication under Rule 47.1 hea not
been effacted by the expiration of ths time limit applicable under Anicle 22, he
shall exercise the said vight not later than four monthe efier such expiration date,
In cither case, the epplicant may exerclae the eaid right at eny other time if so
permiited by the nationel lew of the said State.
(b) In any designated State in which the national law provides that
examination staris only on special request, the time limit within or the tme at
which the applicant may exercise the right under Anticle 28 shall be the seme as
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that provided by the national law for the filing of amendments in the case of the
exuminstion, on gpecial request, of national applications, provided that such
time Jimit shall not expire prior 10, or such time shall not come before, the
expiration of the time limit spplicable under puragraph (a).

In order that his application may be processed by the
Office (national or regional) which grants (or refuses the grant
of Yanational (or regional) patent, the applicant must, subjectto
the exceptions stated in this paragraph, do the following things:

(i) The applicant must pay the national fee to cach desig-
nated Office not later than at the expiration of 20 months from
the priority date (PCT) Article 22(1)), unless more time is
allowed by the designated Office.

(ii) Depending on the language of the international applica-
tion, the applicant may have to furnish a translation of the
international application to the designated Office. The prepara-
tion of the translation is the applicant's responsibility. The
translation must reach the designated Office not later than at the
expiration of 20 months from the priority date (PCT Anticle
22(1) and 35 U.S.C. 371 (c)(2)). Where the applicant has
amended the claims by filing amendments with the Interna-
tional Bureau, he will have to furnish the translation also of the
original claims, and if he has filed a statement explaining the
amendments, & translation of that statement into the same
language as that into which the international application is
translated must be attached 1o the transiation of the international
application (PCT Article 28(4) and PCT Rules 49.1(a)(i) and
49.2),

(iii) Where the International Burcau has not yet communi-
cated a copy of the inicrnational application to the designated
Office, the applicant must furnish a copy of the international
application (that is, a copy in its original language) to the
designated Office not laier than at the expiration of 20 months
from the priority date. The applicant will receive form PCT/IB/
308 from the International Bureau indicating the date of mailing
of the communications as well as the designated Offices to
which the communication of copics was cffected (PCT Rule
47.1(c)).

(iv) In respect of certain designated Offices, the applicant
must furnish, if it is not already contained in the “Request” part
of the international application, the name and certain other data
concerning the inventor (PCT Articles 4 (1)(v) and 4(4)).

A summary of requirements for cach of the designated
Offices is contained in Vol. I of the PCT Applicant’s Guide,
published by the International Burcau and available to U.S.
applicants from Pergamon International Information Corpora-
tion, 1340 Old Chain Bridge Road, McLecan, Virginia 22101,
Teleprinter address: 90-1811, Telephone (703) 442-0900.

AMENDMENT OF THE INTERNATIONAL
APPLICATION IN THE “NATIONAL PHASE"

The applicant is permitted to amend the claims, the descrip-
tion and the drawings before the designated Offices. Any such
amendments must be submitted within the given time limit,
generally within one month of the payment of the national fees
and the furnishing of a ranslation, if necessary (PCT Article 28
and PCT Rule 52). The amendments must not go beyond the
disclosure in the international application as filed excopt where
the law of the designated State permits them to go beyond the
said disclosure. The amendments must be in accordance with
the taw of the designated State in all respects not provided for in
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the PCT. The amendments must be presented in the language of
the translation of the intemational application, if a translation
was required.

1889 Representation Before the Designated
Office

Any designated Office may, once the processing of the
international application has started in that Office, apply the
national (regional) law as far as itrelates to any requirement that
the applicant be represented by an agent having the right to
represent applicants before the said Office and/or that the
applicanthave an address in the designated State for the purpose
of recciving notifications (PCT Article 27(7)).

1890 Requirements To Enter National Stage in
United States of America [R-2]

35 U.8.C. 371 Natlons! stege: Commencement

(8) Receipt from the Intemationel Bureau of copies of intemetionsl
spplications with any amendments to the claims, *intemational sesrch reports,
>and imemationel preliminary examination reports including any anneres
thereto< may be required in the case of © intemnational epplicsions designating
>or electing<the United States.

(b) Subject to subsection (f) of this section, the national stege shall
cammence with the expiration of the applicable time limit under snticle 22 (1)
or (2) >, or under anticle 39(1)(a)< of the treaty.

(c) The applicant shall fil; in the Patent and Tredemark Office —

(1) the national fee prescribed under section 376(a )(4) of this part;

(2) a copy of the intemationsl application , unless not required under
subsection (8) of this seclion or already communicated by the Intemational
Bursau, and & translation ito the English language of the intemational applice-
tion, if it was filed in another language;

(3)amendments, if sny, to the cleims in the intemational application, made
underarticle 19 of the treaty, unless such amendments have besn communicated
to the Patent end Trademark Office by the Interational Buresu, and & transla-
tion into the English languege if such amendments were made in another
lsngusge;

(4)an osth or declaration of the inventor (or other person suthorized under
chapter 11 of this title) complying with the requirements of section 115 of this
title and with regulations prescribed for oaths or declarations of applicents*>;<

(5) 2 trenslation into the English langusge of eny annexes to the intema-
tional preliminary examinstion repor, if such annexes were mede in another
lenguege.<

(d) The requirement with respect to the national fee referved to in
subsection (c)(1), the transletion referred to in subsection (c)(2), and the oath or
declaration referred to in subsection (c)(4) of this section shall be complied with
by the date of the commencement of the national stage or by such later time as
may be fixed by the Commissioner. The copy of the intemationial application
referred 1o in subsection (¢)(2) shall be submitted by the date of the commence-
ment of the nationsl siage. Failure to comply with thess requirements shali be
regarded as abandonment of the application by the parties thereof, unless it be
shown to the satigfaction of the Commissioner that such failure to comply was
unavoidable. The payment of & surcharge may be required a8 & condition of
accepling the nationsl fee referred to in subsection (cX(1) or the oath or
declaration referred to in subsection (c)(4) of this section if these requirements
ere not metl by the date of the commencement of the netional sisge. The
requirements of subsection (c)(3) of this section shall be complied with by the
date of the commencement of the nationgl stage and failurs to do so shall be
regarded as & cancellation of the amendments to the claims in the international
applicetion made under article 19 of the treaty. > The requirement of subsection
(c)X(§) shall be complied with a1 such time a8 may be fixed by the Commissioner
and failure to do g0 shell be regarded as cancellation of the emendments ma‘h
under anticle 34(2)(b) of the treaty.<

(e) After an intemationel application has entered the national stage, no
patent may be granted or refuted thereon before the expiration of the applicable
time limit under anticle 28 >or anicle 41< of the treaty, except with the express
consent of the applicant. The applicant muy present amendments to the speci-
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fication, claims, and drawings of the application after the national stage has
commenced.

() At the express request of the applicant, the national stage of process-
ing may be commenced at any time at which the application ig in order for such
purpose and the applicable requirements of subsection (c) of this section have
been complied with,

35 U.8.C. 372 Natlonal stage: Requiremeats and procedure.

(&) All questions of substance and, within the scope of the requirements of
the treaty and Regulations, procedure in an intemational application designating
the United States shall be determined as in the case of national spplications
regularly filed in the Patent and Trademark Office.

(b) In case of intemational applications designating but not originating in,
the United States - -

(1) the Commissioner may cause to be reexemined questions relating to
form and contents of the application in accordance with the requirements of the
treaty and the Regulations;

(2) the Commissioner mey cause the question of unity of invention to be
reexemined under section 121 of this title, within the scope of the requirements
of the trenty &nd the Regulations.

(3) the Commissioner may require a verification of the translation of the
international application or any other document pertaining to the application if
the application or other document wes filed in a language other than English,

37 CFR 1.491 Entry into the natlonel stage.

An internetional spplication enters the national stage when the applicant
has filed the documents and fees required by 35 U.S.C. 371(c) within the periods
setin §1.494 or §1.495.

37 CFR 1.492 Nastlonal stage fees.

The following fees and charges for international applicutions entering the
national stage under 35 U.S.C. 371 are established by the Commissioner under
35US.C. 376:

{8) The basic national fee:

(1) Where en intemational preliminary examination fee
as set forth in §1.482 has been peid on the intemational application 1o the
United States Patent and Trademark Office:

By a smell entity (§1.9(0)) .c.ocovnivecrininens $150.00
By other then & small entity ..oovcrnninns $300.00

(2) Where no intemstional preliminary examination fee
a¢ et forth in §1.482 has been paid to the United States Patemt and  T'rade-
mark Office, but an international search fee as set forth in §1.445(s)(2) has been
paid on the intemational application to the United Stases Patent and Trademark
Office as an Intemational Searching Authority:

By & small entity (§1.9()) .ccovvrivinininend $170.00
By other than & smali entity $340.00

(3) Where no intemational preliminary examination fee as set fonth
i1 §1.482 has been paid and no international search fee as set forth in
§1.445(a)(2) has been paid on the intemational application to the United States
Patent and Trademark Office:

By & small entity (§1.9(1)) «.cocvcnrnierirnnns $225.00
By other than a small entity ...ooovveeerinns $450.00

(4) Where the international preliminury cxamination fee as set forth in
§1.482 has been paid to the United Siates Patent and Trademerk Offics and the
intemationsl preliminary exsmination repont mates that the criteria of novelty,
inventive step (non-obviousness), and industriai applicability, as defined in
PCT Anticle 33(1) to (4) have been gatisfied for all the clsims presented in the
application entering the national stage (sce §1.496(b)):

By a small entity (§1.9(0)) ooovvivivinnand $25.00
Ry other than & small entity ... $50.00

(b) In addition 10 the basic national fee, for filing or later presentation of
esch independent claim in excess of 3;
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By a small entity (§1.9(0) «ovvevviviinnennnn 317,00
By other than & smalf entity v..enns $34.00

() In addition to the basic national fee, for filing or later preseniation of
each cleim (whether independent or dependent) in excess of 20 (Note that
§1.75(c) indicates how muliiple dependent claims are considered for fee caleu-
lation purposes.):

By a small entity (§1.9(f)) ......
Ry other than & small entity

(d) In addition to the basic national fee, if the application
containg, or is amended 10 contain, 8 multiple dependent claim(s), per applica-
tion:

By a small entity (§1.9()) occvovvivinns v
By other than a small entity “

( If the additional fees required by peragraphs (b), (c) and (d) are not
paid on presentation of the claims for which the additional fees are due,
they must be paid or the claims cancelled by amendment, prior (o the
expiration of the time period set for response by the Office in any notice of
fee deficiency.)

(e) Surcharge for filing the bagic national fee or cath or declaration later
than 20 months from the priority date pursuant to §1.494(c) or leter thar 30
months from the priority dater pursuant to §1.495(c):

By a small entity (§1.9(0) cvvvvirivinininnad
By other than a small entity .......

(f) For filing an Lnglish wranslation of an intemational application later
then 20 months afier the priority date (§1.494(c)) or for filing an Englich
tranglation of the intemational applicaticn or of any annexes to the intemational
preliminary examination report luter than 30 months after the prierity date
(§1.495(c) and (€)) i 326,00

(35 US.C. 6,376)

37 CFR1.494 Entering the national stage in the Unilted States of
Americs as & Deslgnated Office.

(r) Where no Demand has been filed with en eppropriate Intemetional
Preliminasy Exsmining Authority by the expiration of 19 months from the
priority date (see §1.495), the applicam mug fulfill the requirements of PCT
Article 22 and 35 U.S.C. 371 within the time periods set forth in paragraphs (b)
and () of this section in order 1o prevent the sbandonment of the intemational
application as to the Unites Siuates of Americe. Intomational applications for
which those requirements are timely fulfilled will enter the national stags and
obtain an examination as to the patentability of the invention in the Unites States
of America.

(b) The applicant shall furnish to the United States Patent and Trademark
Office not later than the expiration of 20 months from the priority date -

(1) & copy of the imemational application, unless it has been proviously
communicated by the Intemational Bureau or unless it was originally filed in the
United States Patent and Trademark Office;

(2) a translation of the intemational application into the English language,
if it was originally filed in another lunguage;

(3) the basic national fee (sec §1.492(s)); and

(4) an oath or declarstion of the inventor (see §1.497).

(c) The applicant may fumish any required English trenslation of the
intemational application, the basic national fee and the oath or declarstion of the
inventor after 20 months but not later then the expiration of 22 months from the
priority date. The payment of the processing fze set forihin §1.492(f) is required
for acceptence of an English translation later than the expiration of 20 months
after the prierity date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic nationl fee or the oath or declaration of the
inventor later than the expiration of 20 months after the priority date.

(d) A copy of any amendments to the claims mede under PCT Anicle 19,
and & translation of those amendments into English, if they were made in another
language, must be fumished nof later than the expiration of 20 months {rom the
priority date. Amendments under PCT Anticle 19 which ere not received by the
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expimtion of 20 montha from tha priority date will be considered 1o be cancelled.

(o) Varification of the wensletion of the intermational application or eny
other document pertaining fo an Intemational application may be required
where it is congidered noceusary, if the imernstional application or othar
document was filed in & language other than Bnglish,

(f) The docunents and feas submined undor paragraphs (b) and (¢) of this
section musl be clearly identified e & submisgion to entor the national stage
under 35 U.S.C. 371, otherwise the submission will be considerad ag being made
under 35 US.C.111,

(g) Thetime limits et out in paragrapha (b), (¢) and (d) of thia section may
not b extended pursuant to §1.136 or otherwise,

(h) An inemational applicetion bocomas abandoned as to the Unitad
States 20months from the priority dute if & copy of the intemational epplication
i not coonmunicated 1o the Patent and Trademark Office prior w 20 maonths
from the priority dats where the United States hes boen designated but not
alected prior o 19 months from the priority date. If & copy of the imemational
application iz communicated within 20 months to the Patent and Trademark
Offico, an intemational applicetion will bacome sbandoned e to the United
States 22 months {rom the priority date if the required Inglish translation(s),
fees and oath or declazation under 35 U.S.C. 371(¢) are not filed within 22
months from the priority date,

37 CFR 1.495 Enterlng the natlonal stage tn the Unlted States of
Aworlca as an Eloctod Gfflee

(r) Whore & Domand has been filod with an appropriate Intamational
Ioliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority data, the spplicant must fullill the requirements of 3§
U.S.C. 371 within ths timo periods set forth in parageaphs (b) wnd () of this
section in order o provent the shandonment of the intemational application as
1o the Unites Stutes of Americs. lntemationsl applications for which thoke
requirements are timsly fulfillod will enier the national siage and obtain an
axamination as to the patontability of the invention in the Unites Stete of
Amorica,

(b) The applicant shell fumish 1o the Unitad States Patont and Tradomerk
Office not later than the expiration of 30 months from the priority date-

(1) & copy of ths inernational application, unles it hes boen previously
communicated by the Intomational Bursau oz untess it was originally flled inthe
United States Patent and Trademerk Office;

(2) s 1esnsdation of the imamaticnel application into the Linglish langnage,
if it was originally file in another lenguiage;

(3) the basic national fee (roe §1.492(s)); and

(4) un oath or declaration of the lnvenior (see §1.497).

(¢) The spplicent mey fumish any required lnglish trenslation of the
international application, the basic national fee and the owth or declaration of the
inventor after 30 months but not later than the expiration of 32 months from the
priority dute. The payment of the processing feo st fondh in §1.492(0) is required
for scceptance of an English translation lnter than the expiration of 30 months
afier the priority date, The peyment of the surchargo sot forth in §1.492(e) i
required for accoptance of the bagic national fos or the oath or declaration of the
inventor later than the expiraiion of 3t monhs afier the priority date.

(d) A copy of eny amendments 10 the ¢laims made undes PCT Anicls 2,
end a translation of those amendments into Hoglish, if thoy were mado in another
language, must be fumished not later then the expiration of 3¢ months from the
priority date, Amendments ander PCT Article 19 which ere not received by the
expiration of 30 months from the priority dute will be considerod to bs cancelled.

(e) A waneletion imo English of any annoxes 10 the intemational
prdcliminsry examination repon, if the annexes wore made in another langnage,
must he furmished not later than the sxplratlon of 30 months from tha priority
date. Translations of the snsieres which are noi recioved by the explration of 30
months {rom the priorty date may be submitted within 32 months from the
priority date sccompanied by the processing fee set forth in §1.492(1). Teansla-
tions of the snnexes which are not timely raceived will be considored 10 ba
cancellad,

(NVerification of the translation of the intemational application ot any
other document peraining 1o an intemational spplication may be roquired
whero it is considered neceasary, if the intermational application or other
document was filed in & langnage other then English,

) The documents submitted undor paragrapis (b) and (¢) of this section
mugt ba clearly ldentified ar & submiusion 10 entar the national siage under 3§
U.8.C. 371, onherwise the submisgion will be considerad as being made under
ISUSCL
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(3) 'The time Himits set ot in paregraphs (b), (¢), (d) and (o) of this section
mey not be extended pursuant to §1.136 or vtherwise,

(h) An intermational application hecomes sbandoned ag to the United
States 30 monthe from the priority date if & copy of the international epplication
is not communicated to the Patent and Trademark Office prior 0 30 months
from the priority date and a Demand for Intemational Proliminary Bxaminstion
which elected the United States of America hae been filed priorto the expiration
of 19 monthe from the priority date. If & copy of the international application is
communicated within 30 months w the Patent end Trademerk Office, en
intemations] application will becoine abandoned as to the United States 32
months from the priotity date if the required Bnglish tranaleticn(s), fees and cath
or declaration under 3§ U.S.C. 371{c) ure not filed within 32 months from the
priozity date.

37 CFR 1.496 Exsmination of International appllcetions in the
natlonel stage

(&) Imomaticnal applications which heve complied with the requirements
of 35 U.8.C. 371(c) will be taken up for action based on the dato on which such
requirements wereinet, However, unless an oxprous request forearly processing
hes boen filad undar 35 U.8.C, 371{D), no ection may be taken prior 1o one month
after entry into the national stage.

(b) A national stege application filed under 35 U.S.C. 371 may have puid
thorein the basic netionel fee as set forth in §1.492(e)4) if it containg, or is
amendad 10 contain, 8t the time of entry into the nesional etage, only claims
which have been indicated in an intemational preliminary exantination seport
prepared by the Unitad Stater Petent and Vrademark Office as eatisfying the
eriteria of PCT Articla 33(1)-(4) & (o novelty, inventive step snd industrial
applicability. Such national stage applications in which the basic netional fes as
sot forth in §1.492(a)(4) haw boon paid may bs amondod subsequent to the date
of antry into the nationsl sage only to the extent nocessery to oliminste
objoctions as 10 form or 1o cencel rejecied cleims, Such naticnal etage spplica-
tionk in which the basic artional feo as set forth in §1.492(a)(4) hes boen paid
will be twken up out of order.

37 CFR 1.497 Oath or declaration vador 35 U.K.C, 371(c)(4).
() Whon an applicent of an intermational applicstion, if the inventor,
deslres 1o enter the netionel stage under 35 U.S.C 371 parsuant to §1.494 or
§1.495, he or she must file an oath or declaration in sccordance with §1.63.
(b) If the intemmational application wae made as provided in §1.422, 1,423
or 1.425, the applicant shall nae his orher relationshipto the lnveator and, upon
information and ballef, the fects which the inventor i required by §1.63 10 state.

The United States national stage commencement require-
ments are set forth in 35 U.S.C. 371 and 372. In order to retain
the international filing date and enter the national stage in the
United States, and unless the international application was filed
in the United States Receiving Office or was already received
from the International Burcan, the applicant, who must be the
inventor for the United States (35 U.S.C. 373), must timely file
in the Patentand Trademark Office (37 CFR 1.61) the following
items:

(i) a copy of the international application and a English
translation thereof, il necessary,

(i1) Amendments to the claims under PCT Article 19 which
were made before the Intemational Burean, if any, and an
English translation thereof, if necessary,

(iii) an oath or declaration of the inventor (37 CFR 1.70)
Jand

(iv) the national filing fee (35 U.S.C. 376(4) and 37 CFR
1.402(n)). Theapplicant must submitacopy of the international
application, if it has not been communicated by the International
Burcau, not later than the expiration of 20 months from the
priority date 10 avoid abandonment of the application (35
US.C371() and PCT Articlo 22), The filing fee and cath or
declaration may be submiticd between 20 and 22 months from
the priority date if accompanied with the surcharge. If the filing
fee, oath or declaration, and any required surcharge are not filed
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by the expiration of 22 months from the priority date, the
application is abandoned, If any required English translation of
the international application is not filed within 20 months from
the priority date, it must be filed within 22 months from the
priority date along with the processing fee (37 CFR 1.492(f)) in
order to prevent abandonment of the international application,
At 20 months the applicant may also file copics of the prior art
cited in the Scarch Report.  After filing, the applicant has the
right 1o amend the application before the designated Office
within onc month after entry into the national stage. The
amendment may affect the description, claims and drawings,
but may notadd new matter, It should be noted that the time limit
of 20 months from the priority date applies irrespective of
whether the international search report is available.

Entry into the national stage may also occur carlicr at the
express request of the applicant under the provisions of 35
U.S.C. 371(D). In order that carlier entry into the national stage
may take place, the applicable requirements of 35 U.S.C. 371(c)
must be received by the United States Patent and Trademark
Office. Requirements such as the Scarch Reportand any smend-
ments te the claims must be submitted promptly after they are
made available, if not submitted with the other requirements of
35 U.S.C. 371(c).

EARLY PROCESSING OF APPLICATION AT THE U.S.
NATIONAL STAGE

National stage processing in the United States Patent and
Trademark Office will normally not begin until after the expi-
ration of the applicable time limit under PCT Arsticle 22 (35
U.S.C. 371(b)).

This is true even if the applicant fulfills the requirements of
35 U.S.C. 371(c), paragraphs (1), (2), and (4) 10 obtain an carly
prior art date under 35 U.S.C. 102(c) well before the expiration
of the above mentioned time limit,

Applicanis may, however, expressly request carly process-
ing at any time after the applicable requirements of 35 U.S.C.
371(c) have been complied with., If a proper express request for
carly processing is received, the international application will
promptly be assigned anational serial number and be forwarded
for cxamination,

PRIOR ART STATEMENT REQUIREMENT FOR
UNITED STATES

If the United States of America is designaied, an informa-
tion disclosure statement under 37 CFR 1,97 and 1.98 should be
filed at the time of entering the national stage (35 U.S.C. 371 (b)
or () or within three months thereafter. For purposes of 37 CFR
1.97(a) the date of entry into the national stage is considered to
be “the time of filing the application”.

UNITED STATES DRAWING REQUIREMENTS

When the nature of the subject matter of the invention
admits of illustration by the drawing and the applicant has not
furnished such a drawing, the Commissioner of Patents and
Trademarks may require the submission of such a drawing
within a time period of not less than two months from the
sending of anotice to the applicant (35 U.S.C. 113 and 37 CFR
1.81 and 1.83). Accordingly, whenever filing intcrnational
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applications which designate the United States, applicants may
wish to routinely furnish a drawing with cach application in
which the subject matter “admits of illustration by a drawing”
even though the drawing is not deemed nccessary for the
understanding of the invention.

1892 Filing of Continuation or Continuation-
in-part Application During Pendency of
International Application Designating

the United States {R- 2]

It is possible to file a U.S. national application under 35
U.S.C. 111 during the pendency (prior to the abandonment) of
an international application which designates the United States
without completing the requirements for entering the national
stage under 35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States patent law. 35 U.S.C.
363 provides that “An international application designating the
United States shall have the effect from its iniemational filing
date under article 11 of the treaty, of a national application for
patentregularly filed in the Patent and Trademark Office...". 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shall be regarded as aban-
donment by the partics thereof...”. It is therefore clear that an
international application which designates the United States has
the effect of a pending U.S. application from the international
application filing date until its abandonment as to the United
States. The first sentence of 35 U.S.C. 365(c) specifically
provides that “In accordance with the conditions and require-
ments of section 120 of this title,... a national application shall
be entitled to the benefit of the filing date of a prior international
application designating the United States.” The condition of 35
U.S.C. 120 relating to the time of filing requires the later
application to be “filed before the patenting or abandonment of
or termination of proceedings on the first application...” (em-
phasis added). The filing of 2 continuation or continuation-in-
part application of an international application may be useful 1o
patent applicants where the oath or declaration required by 35
U.S.C. 371(c)4) cannot be filed within 22 months from tho
priority date as required by 37 CFR 1.61(b). An applicant filing
an application under 35 U.5.C. 111 may obtin addivonal time
to file the oath or declaration under 37 CFR 1.53(d) and
1.136(n).

A Continuing application under 35 U.S.C. 365(c) and 120
must be filed before the abandonment or patenting of the prior
application.

37 CFR 1.494 Enterlng tho natlonal stage n the Unlted States of
Awmerlca aa & Deslgnatod Offlce.
LTI

() An international epplication becomen sbandoned ue 1w the United
States 20 months from the priority dute if & copy of the intemational spplication
is not communicated 10 the Patent and Trademark Office prior 1w 20 monihs
from the priority date whore the United States has been designated but not
slocted prior to 19 wonths from the priority date. If & copy of the imemationsl
application is communicated within 20 months to the Patent and Trademark
Offico, an intemumional application will become ebandonsd as to the United
States 22 months from the priority date if the required Bnglieh wranslation(s),
feos and oath or declaration under 35 U.S.C 371(c) are not filed within 22
monthe from the prionity date,
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37 CFR 1.495 Entering the natlonal stage in the United States of
Awerles a8 un Elected Office
LI 1]

(i) An international application becomes abandoned us 10the United States
30 months from the priority date if a copy of the interational application is not
communicated to the Patent and Trademark Office prior to 30 months from the
priority date and & Demand for Intemational Peeliminary Examination which
clectad the United States of Americs has boen filed prior 1o the expiration of 19
months from the priority date. If & copy of the internationel application is
communicated within 30 months to the Patent and Trademark Office, an
internstional epplication will becoms abandoned as to the United States 32
months from the priority date if the required English translation(s), fees and oath
or declurstion under 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.

1895 Review Under PCT Article 25 [R-2]

PCY Artlcle 28
Review by Doslgnated Offlces

(1)(s) Where the receiving Office has refused to accord an intemational
filing dete or hus declared that the interations] application is considered
withdrawn, or where the Intemational Burcan has made & finding under Article
12(3), the Intemationsl Buresu shall promptly send, at the request of the
applicant, copies of any document in the file to any of the designated Offices
named by the spplicant.

(b) Whore the receiving Office has declured that the designation of any
given Sime is considored withdrawn, the Intemnstional Bursau shall prompily
send, &t the raquest of the applicant, copios of uny document in the fils to the
aational Office of such Stae,

() The request under subparagraphs (1) or (b) shall be presented within
the prescribed time limit,

(2)(s) Subject to the provisions of subparagraph (b), sach designeted
Office shell, provided thet the netionel fee (if any) hae been paid and the
appropriete translation (as proscribed) has been fumished within the prescribed
tisne limit, decide whether the refusal, declaration, or finding, referred to in
paragraph (1) was justified under the provisions of this Tresty and the Roguls-
tions, and, if it finds that the refuse) or declaration was the result of an error or
omission on the part of the receiving Office or thut the finding was the result of
an error or omission on the part of the Intemationsl Bureau, it shall, as far as
effects in the State of the designated Office are concemed, treat the intemational
application e if such srror or omigsion hud not occusred.

(b) Whero the record copy has reached the Intemautional Bureau efter the
expiration of the tims limit prescribed inder Ariicle 12(3) on sccount of any
efror or omission on the part of the spplicant, the provisions of subparagraph (s)
shall apply only widler the circumstances referred to in Asticle 48(2).

38 U.8.C. 366 Withdrawn Internationsl sppilcation

Subject to section 367 of this past, if an international application designat-
ing the United States is withdrawn or congidered withdrawn, either generally or
as to the United States, under the conditions of the tresty and the Regulations,
hiefore the applicant has complied with the applicable requirements prescribed
by ssction 371(c) of this part, the designation of the United States shall haveno
effact ufter the daie of withdrawal and shall bs considered as not having been
mads, unless & claim for benefit of & prior filing date under section 365(c) of this
goction wag mads in & naticnal application, or an intemational application
dogignating the United States, filed before the dete of such withdrawal. How-
ever, such withdrawn intemational application may serve asthe bagiz for w claim
of priority under gection 365 (a) and (b) of this part, if it designated & country
other than the United Staies.

35 U .8.C. 367 Actlons of other authorlties: Review

(a) Whero a Receiving Office other than the Patent and Trademark Office
kas refused w0 accord an intemational filing daie to an imemetional application
designeting the United States or where it has held such application to be
withdrawn either gencerally or s to the United States, the applicant may request
roview of the matter by the Commissioner, on compliance with the requirements
of and within the time limits specified by the treaty and the Reguletions. Such
roeview may fosult in a determination that such applicaiion be corsidered as
pending in the national stage.

(b) The review under subgection {a) of this section, subjoct 1o the seme
requirements and conditions, may aleo be requosted in thoss instances wheve an
internationel application designating the United States is considered withdrawn
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due to a finding by the Interational Bureau under Article 12(3) of the treaty.

PCT Article 25 and 35 U.S.C. 367 provide for review by the
United States Designated Office of decisions by another Re-
ceiving Office (1) refusing to grant a filing datc or (2) withdraw-
ing the international application or the designation of the United
States of America.

1896 Effect of U.S. Patent Issued on an Inter-
national Application

PCT Article 46

Incorrect Trensiation of the International Application

If, because of an incorrect translation of the intemational application, the
scope of eny patent granted on that application exceeds the scope of the
interationel application in its original lenguage, the competent authorities of
the Contracting State concemed may accordingly and retroactively limit the
scope of the patent, and declare it null and void to the extent that its ecope has
exceeded the scopo of the international epplication in its original lenguage.

35 U.S.C, 375 Patont issued on Internatlonad application: Effect

(a) A patent may be issucd by the Commisgioner based on an intemational
application designating the United States, in accordance with the provisions of
this title. Subject to section102(e) of this title, such patent shall have the force
and effect of & patent issued on a national spplication filed vnder the provisions
of chapter 11 of this title.

(h) Where due to an incorrect translation the scope of a patent granted on
an international spplication designating the United Stmes, which was not
originally filed in the English language, exceeds the scopo of the intemational
application in ita original lunguege, & court of competent juradiciion may
retroactively limit the scope of the patent, by declaring it unenforcesbls to the
extent that it exceeds the scops of the intomational epplication in its original
lengusge.

A patentissucd on an international application has the same
force and cffect as a patent issucd on & national application
except that a court may retroactively limit the scope of a patent
if it is 0o broad because of an incorrect translation, 35
U.S.C.375.

1897 Filing and Prior Art Effect in Unlted
States of America [R-2]

35 U.8.C. 363 internationsl applicatlon deslgnating the Unlted
Stutes: Effect

An internationel application designating the United States shall have the
effect, from its intomational filing date underarticle 11 of the treaty, of 8 national
application for patent regularly filed in the Patent and Trademark Office excopt
&8 otherwise provided in section 102(e) of this title.

37 CFR 1.53 Serlal number, filing date, and completlon of

application.
L

() The filing date of an intomational epplicetion designating the United
Sisten of Americe shall be treated as the filing date in the United States of
America under PCT Article 11(3), except as provided in 35 U.S.C. 102(e).

The prior art effect under 35 U.S.C. 102(e) begins on the
date the applicant has fulfilled the requircments of 35 U.S.C.
371(c)X1), (2) and (4). These requirements are that the national
filing fee, a copy of the international application and a verificd
English translation thereof, if it was filed in another language,
and an oath or declaration befiled in the United States Patentand
Trademark Office. The intcrnational application also becomes
prior art when it is published promptly aficr the expiration of 18
months from the priority date, or earlier at applicant’s request.
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1898.01 International Preliminary
Examination |R-§]

MARUAL OF PATENT EXAMINING PROCEDURE

QUICK REFERENCE CHART

The following chart is designed o be a guide to patent ex-
aminers o direct them (o those sections of this Mauual which
discuss the various operations for which the examiner is respon-
sible,

The procedures required of the examiner are hasically
1aken in the order presented.

1. Unity of Invention [Form PCT/IPEA/40S}

The examiner must determine whether or not unity of
invention exists in the claims before the international Prelimi-
nary Examining Authority.

Time deadline - 7 days (rom the date the intérnational ap-
plication is charged to the Examining Group from PCT Central,

Sce §§ 1898.02(a) - (¢).

Only those inventions that were previously searched by an
International Scarching Authority will be considered for Inter-
national Preliminary Examination,

2. Written Opinion [Form PCT/IPEA/OS]

The Written Opinion is sitnilar 1o a first Olfice Action in a
national application in which the examiner sets forth his or her
position a9 1o 2ach claim and offers the applicant an opportunity
w respond,

Defective clnimsg - this includes claims so defective that ex-
amination cannot be considered and claims drawn (o subject
matter which is not examined by the United States Patent and
Trademark Office.

See § 1898.02(a).

Examination as to novelty, Inventive Step and Industrial
Applicability - this is the focus of the examination and the
Written Opinion. All claims which are not defective must be
treated on the merits.

Sce 88 1898.03(a)(1) - (4).

3. Applicant’s response to the Written Opinion
Any response must be made within the time limit set in
the Written Opinion which is usually 2 months from the dats of
mailing the Written Opinion. The time limitcannot be extended.
The response may include amendments to the specification,
claims and drawings which do not include new maticer,

4. Interviews

‘The applicant, or the applicant’s representative may hold
an interview with the examiner during the time limit for re-
sponse to the Written Opinion. All interviews must be made of
record in the international application,

S, International Preliminary Examination Report
{Form PCT/IPEA/4(Y]

Time limit - The completed International Preliminary Ex-
amination Report must be forwarded to PCT Central before the
expiration of 27 months from the priority date of the interna-

tional application.

After receipt of applicant's response to the Writien Opin-
ion or the expiration of the time limit, the International Prelimi-
nary Examination Report should be prepared.

The matter of unity of invention may again be reviewed in
view of any amendments filed.

Sce §§ 1898.04(a) and (¢).
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The International Preliminary Examination is to be carried
out in accordance with PCT Article 34 and PCT Rule 66. After
the Demand is checked for compliance with PCT Rules 53 - 55,
57 and 58, the first step of the examiner is to study the descrip-
tion, the drawings (if any), and the claims of the international
application and the documents describing the prior ant as cited
in the International Search Report,

A Written Opinion must be prepared if the exominer:

1. considers that the international application hasany of the
defects described in PCT Article 34(4) concerning subject
maiter which is not required to be examined or which is unclear
or inadequately supposted,

2. considers that the report should be negative with respect
to any of the claims because of a lack of novelty, inventive step
(non-obviousness) or industrial applicability as described in
PCT Article 33(2) - (4),

3. notices any defects in the form or contents of the inter-
national application,

4. considers that any amendment goes beyond the disclo-
surc in the international application as originally filed, or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to the question whether
the claims are fully supporied by the description (PCT Rule
66.2).

The Written Opinionis prepared on form PCT/IPEA/408 10
notily applicant of the defects found in the international appli-
cation. The examiner is further required to fully staie the reasons
for his or her opinion (PCT Rule 66.2(b)) and invite a written
reply, with amendments where appropriate (PCT Rule 66.2(c))
normally setting a two month time limit for the reply.

The applicant may respond to the invitation by making
amendments or, if applicant disagrees with the opinion of the
cxaminer, by submitting arguments, as the case may be, or both,

The U.S. Rules of Practice pertaining to international pre-
liminary examination of international applications permit a
sccond Written Opinion in those cases where sufficient time is
available. Normally only one Writien Opinion will be issued.
Any response received after the expiration of the time limit set
for response 1o a Written Opinion will not be considered in pre-
paring the Internstionst Preliminary Examination Report.

If the applicant does not respond to the Written Opinion
within the set time period, the Intemational Preliminary Exami-
nation Report witl be prepared after expiration of the time limit
and sufficient time to have any response clear the Mail Room.,

If after initial examination of the international application,
there is no negative statement or comment Lo be made, then only
the International Preliminary Examination Report will be pre-
pared without a Written Opinion having heen issued.
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1898.00(a) Provisions of Agreement with the
International Burecauw (0 serve as an Interna-
tional Searching and Preliminary Examination
Authority [R-§)

A copy of the Agreement appears in MPEP §1804

PCT Artlcie 32
The International Preliminery Fxaminlog Authority

(1) Intemational proliminery oxaminstion shall bs carrted out by ths
Interational Preliminery Eramining Authordty.

(2) In the case of demands relesred to in Asticls 31(2)(a), the mosiving
Office, and, in the case of demnands referred o in Article 31(2)(b), the Assambly,
shall, in accordance with tha applicable sgreoment botween the interosted
Intemational Preliminary Hxamining Anthority or Anthorities snd the Interna-
tional Bureau, spacify the latemationel Preliminary Bxwnining Amthority or
Authortiles compatent Tor the preliminary exemination.

(3) The provisions of Articlo 16(3) shall apply, mutatis mutandis, in
respoct of the International Preliminary Examining Awthorities.

PCT Artlele M4
Procedure before the Intornationa] Proflminery Exsmining
Authority

(1) Procadure bafees the Intemational Prelinvinery Examiniog Awthority
shall be govamed by tha provisions of this Treaty, the Regulations, end the
egrosment which the International Bussew shall concluds, subject to this ‘Treaty
and the Regulations, with the sald Authorty,

LI 2 DL

37 CFR 1.406 'The Unlted Statos Intarnstlonal Peollminary
Exemining Authorlty

() Poravant (o sppointment by the Assembly, the Usited States Patent amd
Terdomark Offico will act us an Intsmational Preliminary Examining Authority
for imemational applications filed in the United States Recoiving Office and in
other Recoiving Offices as may be sgreed upon by the Commissioner, in
recordance with agreemont between the Patont and ‘I'redaniark Office and the
Imemationsl Buresn,

{b) The United States Patent and Trademark Office, when acting as an
Intemations! Preliminary Bxamining Awthority, will be identifiod by the full
title “United States Intemationel Preliminety Examining Authotlty' of by the
shbreviation “IPRA/US."

(¢) The major functions of the Internationel Preliminery Bxamining
Authority incinde:

(1) Receiving and checking for defeets in the Demand,;

. (2) Collesting the handling Tee for the Intemational Bureau and the
preliminary exemingtion fos for the United Statos Imemationsl Preliminary
lixamining Authority;

(3) Informing applicant of rsosips of the Demand;

(4) Considsring the matter of unity of invention;

(5) Providing sn intomationsl proliminery oxamination report which is «
non-binding opinion on the questions wheihor the claimed invetion appoars to
be novel, (o involve inventive stop (o be non-obvious), and 10 be industrially
appliceble; and

(6) Transmiting the inerationsl preliminary examination repont to
applicant and the Intornational Buresu,

An agreement has been concluded between the United
Sustes Patent and Trademark Office (USPTO) and the Interna-
tional Burcau under which the USPTO agrees o serve as an
International Preliminary Examining Authority for those appli-
cations filed in the USPTO as a Receiving Office an'd for those
iniernational applications filed in other receiving Offices for
which the USPTO has served as an Intemational Scarching

18(X)-87

1898.01(b)(1)

Authority,

The agreement is provided for in PCT Articles 32(2) & (3)
and 34(1), and in PCT Rules 58.3, §9.1, 63.1, 72.1, 75.4, and
77.1(n). Authority is givenin 35 U.5.C. 361(c), 362(a) & (b) and
in 364(a). 37 CFR 1.416(a) and PCT Administrative Instruction
§ 103(c) are also relevant,

1898.01(b) Preparation for filing of Demand
[R-5]

37 CFR 1.480 Domend for international prefiminary examinution,

(s8) On the filing of & Demund and payment of the feos for intemational
proiiminkry exemination (§1.482), the intomstional application shall be the
subject of an intemational preliminary examinstion. The proliminary examina-
tlon fes (§1.482()(1)) end the handling fes (§1.482(b)) shall be due et the time
of filing of the Demand,

(b) The Demand sha!l bs made on a standsrdized printed form. Copies of
the printed Demand forms are available from the Patent und Trademark Office.
Latters requesting printod forms should be marked “Box PC1™,

() If the Damand in mada prior to the expiretion of the 19th moath from
the priority date end the United States of America is slected, the provisions of
£1.495 shall apply rathor than §1.494,

() Withdrswal of & proper Demand will not entitle gpplicant 10 a refund
of the preliminery examination fee or handling fes.

The Demand should be filed on PCT Form PCT/IPEA/401
along with the fee caiculation sheet. These forms may be
oblained free of charge by requesting them by writing (o the
United Sues Patent and Trademark Oftice, Box PCT, Wash-
ington D.C. 20231 or by telephone by calling (703) §57-2003.

1898.01(b)(1) Amendments filed with Demand
IR-5]

PCT Rule 66
Procedure bofore the laternationsl Prellminary Examining

Authorlty
CL L2 1)

o0.8 Form of Amendiments

() The applicent shall be squired to submil & replacoment gheot for avery
sheot of the intemational applicetion which, on account of an amendment,
differs from the sheot originally filed. ‘The lotter sccompanying the replacement
sheets shall draw ettantion tothe differencos botweon the replaced sheets and the
roplacement sheots. Tothe extent that any ansendinent regults inthe cancellation
of an entire shoot, that amendment shall be communicated in a letter.

M) | Dsletsd]

60.9 Language of Amendments

If the internationat application has been fited in 2 anguage other than the
language in which it is published, eny amondment, as woll an any letter reforred
10 {n Rule 66.8(x), shall be submitted in the lenguage of publication.

PCT Adminlutrative lastructlons Section 602
Amendmonts under Rule 66.8(a)

(») The lntemational Preliminary lixamining Authority shall indelibly
mark, 80 &8 tordmit of direct reproduction in any of the manners set fosth in Rule
11.2(a), in the upper right-hand comer of asch roplacoment gheet enbmitted
under Ruls 66.8(a), the intermationel application number and the date on which
it was roceived and, in the middle of the bottom margin, the words “"SURSTI-
TUTR SHEET or their oguivalent in the languuge of publication of the
intemational application. 1t shall keep v its files any replaced sheet, the letter
socompanying the roplacement shoeet or sheets, and any letter rofemred to in the
last sentence of Rule 66.8(n)

(b) Section 311(b)ii) shall upply when one or mors sheets wro added
under Ruie 66.8(a)
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37 CFR 1.485 Amendmonts by applicunt durlng international
prefiminery examination.

‘The applicant may make amendmenta at the time of filing of the Demand
and within the time limit ge: by the Intomationsl Preliminary Bramining
Authority for responge to the writtan opinion. Auy such amendments must -

(1) be made by submitting & replacoment sheet for avery sheot of the
application which differs from the sheet it replaces unless an entire shoot i
cancolled and

(2) include a description of how the replacement sheot differs from the re-
placed sheet, If an amendment cancels an entire sheet of the international
spplication, that amendment shall bo communicated in a letter,

Amendments may be filed with the Demand if desired o
place the application claims in better condition for international
preliminary examination, Such amendments , however, may not
include new matter and must be accompanicd with adescription
of how the replucement sheet differs from the replaced sheet.

1898.01(b)(2) Applicant’s Right to file a
Demand [R-5)

PCT Article 31
Demand for Internetional Preliminary Examination
seeon
(2)e) Any epplicant who is & residemt or nationsl, as defined in the
Regulaions, of & Contracting State bound by Chapter I, and whose intema-
tional application hes boen filed with the receiving Office of or acting for such

State, may make & demand for international prelitminery eiamination
sReee

PCT Rule 84
The Applicant Entitied to Muke 2 Demend

54.1 Residence and Nationality

‘The residonce or nationality of the applicant shall, for the purposes of
Anicle 31(2), bs detsnmined according to Rules 18.1 and 18.2.
54.2 Several Applicans: Same for All Blected Suaes

If all the epplicants ars applicants for the purposes of all elected Statos, the
right tomake a demand under Article 31(2) shall exist if &t least one of them is

(i) e resident or national of & Contracting State bound by Chaptor 11 and the
intemational application has been filed sa provided in Article 31(2)(a), or

(i) & person cntitiod 10 meke a demand under Anticle 31(2)(b) and the
intemational epplication has been filed as provided in the docision of the
Asgembly.
54.3 Several Applicants: Different for Different Elected States

(8) For the purposes of different electad States, different applicants may
be indicated, provided that, in respect of cach alected Stats, et loast one of the
applicants indicated for the purposes of that State is

(i) & resident or national of & Contracting Stats bound by Chupter Il and the
intemautional application has been filed as provided in Article 31(2)e), or

(it) & porson entitfed 10 make & demend under Article 31(2)(b) and tho
intemational application has been filed as provided In the decision of the
Asgembly,

(b) {Deleted)
54.4 Applicant Not Entitled to Make a Demand or an Election

(&) If the applicant doos not have the right or, in the case of soveral
applicants, if none of them has the right to make « demand under Anticle 31(2),
the demend shall be considered not 1o have been subinined.

(b) If the requirement undsr Rule 54.3(s) is not fulfitled in respect of any
elected Stats, the dection of that State shell be consldered not to have been
made.

At least one applicant must be a resident or national of a
state bound by Chapter II for cach Elecied State. If such is not
the case the election of such a state will be considered as 1ot
having been made. If no applicant has the right to filea Demand,
the Demand is considered as not having been submitted.

Rev. §, July 1987
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1898.01(b)(3) States which may be Elected
{R-§]

PCT Article 31
Demund for Internations) Preliminary Exemination
(13 11]

(4)(e) The demand shall indicate the Contracting State or States in which
the applicant intends to use the results of the intemational preliminery exami-
nation (“elected States”). Additional Contracting Statez may be elected later.
lilection may relate only 10 Contracting States already designated under Article
4.

(b) Applicants referred 10 in paragraph (2)(s) may elect eny Contmcting
State bound by Chapter 11. Applicents referred to in paregraph (2)(b) may elect
only such Contiacting States bound by Chapier H as have declared that they &ro

prepared 10 be elected by such applicents.
L1 0d]

Only PCT member states which have ratificd or acceded to
Chapter I1 and which were designated in the Request may be
clected under Chapter 11 The Assembly has taken no action to
allow persons who are residents or nationals of a State not party
to the PCT or not bound by Chapter II to make & Demand under
Article 31(2)(b). At the present time all PCT member States
except Denmark, Norway, Lichentenstein, Republic of Korea
{South Korea), and Swiizerland are members of Chapter I and
may be clected.

1898.01(b)(4) Agent’s Right to Act [R-5§]

Any agent entitled to practice before the receiving Office
where the international application was filed may represent the
applicant before the international authorities, PCT Article 49,

If for any reason, the examiner needs to question the right
of an attorney or agent to practice before the International Pre-
liminary Examining Authority, the USPTO roster of registered
attorneys and agents should be consulted. If the international
application was filed with a Receiving Office other than the
United States, Form PCT/IPEA/410 may be used to ask the Re-
ceiving Office with which the international application was
filed, whether the agent named in the international application
has the right to practice before that Office.

The PCT Article and Regulation governing the right to
practice are Article 49 and Rule 83.

1898.01(c) Filing of Demand [R-§]

PCT Article 31
Demund for [aternational Prellminary Examination

(1) On the demand of the applicant, his intemational appllcation ehell be
the subject of an inemational preliminasy examination es provided in the
following provisions and the Regulations,

L1 L1

(3) The demand for interational preliminary examination shall bs made
separately from the intemationsl application. The demand shall contain the
prescribed pariculers end shell be in the prescribed language end form.

L1110
(6)a) The demand shall be submined 10 the competent Intematione]

I'retiminary Hxamining Authority referred to in Article 32,
L1111

1800-88




PATENT COOPERATION TREATY 1898.01(c)

PATENT COOPERATION TREATY
DEMAND
UNDER ARTICLE 31 OF THE PATENT COOPERATION TREATY:
THE UNDERSIGNED REQUESTS THAT THE INTEENATIONAL APPLICATION SPECIFIED BELOW

BE THE SUBJECT OF INTERNATIONAL PRELIMINARY EXAMINATION
ACCORDBING TO THE PATENT COOPERATION TREATY

Apphcant's or Agent's File
Re&

Bex No. 1 IDENTIFICATION OF THE INTERNATIONAL APPLICATION rence (1ndicaied by apphcant if dewired).

CMC=123
International Application No. International Filing Date (Earhient) Priority Date
PCT/US87/88888 06 July 1987 (06.07.87) 15 July 1986 (15.07.86)

Tiue of Invention

Self-Steering Gear for Sailboats

Box Ne. Il APPLICANT(S). Furthar epplicante ate indicated on & continuation sheet D

Name end address, including posial code and couniry:

Columbia Marine Corporation
100 Front Street
Annapolis, Maryland 20726
United States of America

$tste of netionality: us State of residence *: us
Telephone number Telegraphic Telepnnter
{including ares code): 301=555=1122 addrest sddeess,

Name end address, including poital code and country:

Jones, John Paul

200 Shady Grove Road
pavidesonville, Maryland 20720
United States of America

State of netionglity: Stute of residence *;

us us

guAlsPég.)lll AGENT OR COMMON REPRESENTATIVE (IF ANY); ADDRESS FOR NOTIFICATIONS (IN CERTAIN

The following named sgent of common representative

I E] hat been appointed earhicr ang represenis she applicant elso for internationel prelimingry exemination
2. [:j i hereby eppointed and eny esrlier sppointmens of an agent is hereby revoked

k] D is hereb: wxomud. in sddition 10 the agent(e) appointad earlier, for the proceduce before the internationel Prehiminan
Examining A uthority

Meme and sddress, Including posts) code snd couniry: if the space below i used innead for an D

addrest for notifications, check here
hdams, John Q.
hAdames, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820
United States of Americe

Telephone nuniber - - Telegraph
(including erea code) 301-577=-77177 uddrznp N I;L'y::‘:;""

¢ §{the State of residence {8 not indicated. v will be assumed (hat f 18 the same a¢ the Stste tndicated in the address.

Fore PCE/IPEA/40) (firsy sheet) (July 1987; See noles on accompany:ng sheet

OMB Wo. 0651-0021
Expiration Date 12/89

1800-89 Rev. §, July 1987
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Shest aumber ... & PCT/USG7/80688
Bex Ne. IV DECLABATION CORNCERNING AMENDMENTSE OF THE CLAIMS
Appheam wishes internstions! peslimigery examinstion to atar prompily on the basis of the claime
[E a8 Nled (amendmenis under Aricle 19 kave rot been mude end wil Rot be mede)
D @3 smended under Article 19
D s opecified on the etteched sheet
BOX Ne. V ELECTION OF 8TATES
The following designated Statee are heraby elecled (piesse chack the applicable boxes):
Reglone! Patont
EP Eerepess Patent: AT Austria, BE Belgium, DE Germeny (Federa) Republic of), FR France,
m GB Unilcd Kingdom, FT lwely, LU Luufnbourg, EL Nolher"ondl. BE Sweden, n !
and any other Contracting Siete of the Europesn Patent Convention which has become peny to the PCT (including Chapter §)
|hmo£ or bound by Chepter [) of the PCT afier the lseusnce of thie sheat (apecify oa dodted line):

04 OQAFI Patent; Benin, Cameroon, Centrs! African Republic, Ched, Congo, Qabon, Mall, Meuritanis, Sumnl.l‘l‘ogn
ngd |::y othar member State of OAP! which has become party to the PCT (including Chapter h theraof) after the iesuenca of
this choet.

Netione! Patent
D AT Austrie [::] LK SriLanke
m AU  Australia [:] LU Luxembourg
D BB Barbados D MC Monaco
I:] BG Bulgarie D MG Medegascar
BR  Brazi) [ mw Matawi
Ei] DE  Germeny (Federa! Republic of) D ML Netherlands
(A n Finteno [} ®0 Romenis
[T] 68 Uniied Kingdom [(] sp sudan
(] wu Hungary [7] sE Swoden
[%) sp tepen [} sv Soviet Unien
D KP Democratic People's Republic of Kores [E U Uniad States of Americe
Space reserved for electing States which heve become pany (o the PCT (including Chapler 11 thataof) o7 bound by Chapier 3 of the PCT
#fee the sseuence of thie sheet:
Ben Ne, VI BIGNATURE
/ﬁm Adare,
John Adame
(The feliowing is to be Niled in by the Imisrnstienal Prelimiaary Exsminiag Autherity)
[ Date of actus) recaipt of DEMAND: 7
2 Adjusted date of roceipt of DEMAND due to CORRECTIONS uader Rule 60 1(b):
Form PCL/APEAZ4D] (last shest) (July 1987) $ee moted oN accompanying shest

Rev. S, July 1987 1800-90



PATENT COOPERATION TREATY

NOTES TO THE DEMAND FORM (PCT/IPEA/401)

These Notes are intended to give some information concern-
ing international preliminery exsmination under Chepter 1 of'the
l:g'l‘ and to fachlitate the Qlling in of the present form. For suthen:
tic information, see the text of the Patent Cocperetion Treaty end
the texts of the Regulations and the Administrative Instructions
under that Treaty. In case of diecrepancy between these Notes and
the said texts, the letter are applicable. For more detalled informe-
tion, wee also the BCT Applicent’s Gulde, & publication of WIPO,

*Articte” refers to Articles of the Treaty, “Rule” refers to
Rules of the Reguletions and *Section” refers 1¢ Sections of the
Administrative Instructions.

IMPORTANT GENERAL INFORMATION

@Whe May File e Domand (Article 31(2Xe))? A demand (for
internetional prelimingry examination) may only be flled by an
spplicant who is & nevional or resident of s PCT Contracting State
whilch isbound by Chepter 1l ofthe PCT: furthermore, the interma-
tional application must have been filed with the recelving Oftlce of,
or scting for, such State, Where there are several applicants, at leest
one of them must qualily for the purpores of each elacted State
(Rule 54.2(2)).

Where Muet ke Demand Be Filed (Artlcle M(6X2))? The
demand must be flied with the Internstionel Preliminary Examin-
ing Authority (IPEA). The receiving Office withwhich the intema-
tions! application wes flled will, upon request, give informetion
about the competent IPEA (or ece Annes C of the PCT Appli-
cant's Guide, Volume 1), I severel IPE An are compelent, the ep-
plicant has the choice and (he demand niust be fited with (and the
fees must be peid t0) the IPEA chosan by the applicant.

When Must the Demend bo Flled (Arnicle 39(1))?  The
demend mugt be Mled before the expiration of 19 months fram the
peiosity date in order 10 extend the time limit for entering the natio-
nel phese of the PCT procedure from 20 10 30 months from the pri-
ority date. Warning i the demand is flled later, the national phase
will not be delayed in respect of the olecied States snd the sppli-
cant must enter the nationai phane before the expirstion of the
time Henit appilceble under Article 22 (which (e ususlly 20 months
from the priosity dete),

i Which Langusge Muss the Bemond be Filed (Rule §5.1)?
The demand must be filed in the languege of the International ap-
plication il that Jangusge is English, French, German, Japanese
or Russien, otherwise, the demand must be filed in English.

What b the Laaguage of Corsespoadence (Rules 66.9 and 92.2,
Soction 104)?  Any letter from the epplicanttothe IFE A must be
in the same langusge sy the international application lo which it re.
{stes. However, the IPEA may euthorize the use of snother [an.
guage (ot letters which do not contsin of relete (o amendments of
the international epplication, whereas emendments and letters te-
lating thereto must be in the language of publicetion. Any lel
ter from the epplicent to the Internatione! Bureau must be In the
same lenguage as the internations! application i that language is
English ot French; otherwise, it must be in English ot French, at
the choice of the epplicant.

Which Fees Muni be Pald and When (Rules 57 and $8)? At
the time the demand (s submilted, the epplicant mugt pay

() the preliminary examination fee, end
(i)  the handling fee.

For detalls concerning the payment of those fees, see the Fee Cal-
culation $heet.

NOTES TO BOX Ne. 1

identification of the luternational Applicatien (Rule 53.6):
The international application number must be iRdiceted in Box
No. 1. Where the demand (s flled at & time when the intemational
gpplication number his not yet been notified by the receiving Of-
fice, the nsme of that Offlce must be indicated instead of the inter-
natiena! application numbet

interastions! Fillag Date ead Prerdty Date (Section 110):
They must be indicated by the arebic number of the dey, the
name of the month and the efabic number of the year; efter ov
below tuch indication, the date should be repeated in parenthe-
sis by indicating U by two-digit arebic numerals each for the
number of the day, (or the number of the month and for the lest
two numbers of the yeer, e.g., 10 June 1986 (10.06.86). Where the
intemnational spplication claims the priority of several earlier ap-
plications, the filing date of the earliest eapplication whose prior-
ity ts clatmed munt be indicated s the priority date.

NOTES TO BOX Ne. lf

Applicant(s) (Rule 53.4): Make here the relevent indica-
tions as appearing in Boxce Nos. i1 and 11 of the REQUEST (Form
PCT/RO/101). The Notestothe REQUE S Tepply mutatis sutandls.

If different applicants for different designated States ere indi-
cated in the REQUEST pert of the internztionel application, indi-
cate only the nemes of the applicamis for the States elected in Box
No. V {no indication of the States for which & pergon (s applicant
must be mede, beckuse those indicationt have been made in the
REQUEST). If there are more than two pplicents, make the re-
quired indications on the “continuation sheel.”

NOTES TO BOX Ne. tl

Agent et Commen Reptossmtative (Rule $3.5):: The first
check-bor must be marked where the applicant iy elresdy repre-
gented by en agent or where & common representative has
been eppointed. The eecend check-box must be marked where
the applicant wes not represented (n the esrlier stages of the
PCT procedure and now wents Lo be represgnied by en ageni be-
fore the IPEA, of where the epplicent wes represented in the earli-
er stages of the PCT procedure bul wants 1o change the sgent for
the procedure before the IPEA. The third check-box must be
marked where the applicant wants 10 be represented by an ad-
ditionel agent eppointed only for the proceduce before the
IPEA without revocation of any carlier appointment; please
naote that in tne letter cane sil natiflcations issued by the IPEA
will be eddressed only 10 that sdditional sgent. Where the sec-
ond or the third check-box s marked and the epplicant dogs
not gign himeell the demeand, & separate power of atlorney
must be filed with the Inernutionsl Buresu of WIRO or with
the recetving Office (Rule 90.3(b)).

Adidrees (or Netlfications (Rule €.4(d)):  iMnoegent hes been
sppointed, a spacial sddress for the sending of notificetions 1o the
epplicant may be indiceted in Box No. Ii] instead ol the name &nd
address of an agent. That address muet be different from the
sddress given in Box No. {1 and the epecial check-box must be
marked. I an sgent has been appointed, notifications will be
gent 10 his eddress.

NOTEE TO BOX Ne. IV

Declaretien Cencerning Amendments of the Clalms (Ruler
62.2,66.1 and 69.1(%))  Marking of the appropriste check-box
is recommeonded, 88 it will help the IPEA to know immediately
to which claims the international prelimingsy examingtion must
be direcied. International preliminary exemination can only
elart once thie is clear.

It {e recalled that any amendiment (o the claims under Article
19 or &ny deciaration that the applicant does not intend (o file such
amendments, are required to be fled with the Intemnational
Bureau. That Buresu will promptly transmit any amendment or
decleration 1o the IPEA. The international preliminary examina-
tion can start when the 1PE A has received from the International
Bureau such amendments or such declaration or a notice that ne
smendments have been flled in the prescribed time limit.

in case the demand for irternational preliminary exemina-

tion has already been gubmilled, the applicant must, il he subse.

quently flles amendments under Anicle 19 with the International

:qu‘:uu , flle @t the same Lime a copy of such amendiments with the
A,

The third of the three check-boxes refgtes 10 amendments
under Rule 66.1. Those amendments musl be flled with the IPEA.

1800-91
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NOTES TO BOX Ne. V

Election of States (Rule 53.7):  Only States which are bound
by Chaptes 1! of the PCT amd which have been designated et the
time of filing the internationsl application (In the REQUEST) can
be elected. The eloction is effected by marking the applicable
check-box, The kind of protection or treatment desired foillows the
indication made in the REQUEST part of the internetionsl appli-
cation. If ¢ Eurepean patert ie denired and only some of the Con-
tracting Swates of the Europasn Patent Convention have been des-
igneted for & Europeen patent In the REQUEST pert of the in-
ternationa) epplication, the nanies of the other such States must
be struck out, Switzerland and Liechtenstein are not bound by
Chepter 11 and cannot be elacted; however, if they heve been
designuted in the REQUEST pant of the international epplice-
tion for & Europeen patent together with at lesst one olhes
Contracting State of the Euvopean Patent Convention, the time
limis under PCT Articie 39(1) applies glso with respect to those

67/1987

two States If the other State has been elecied before the expira-
ien of 19 months fom the priority date. Further States which
are, st the Ume of publication of these Notes, not bound by
Chapter 1! and cannot be elected are: Denmerk, Norway end
the Republic of Kosea. Warnlag: if Sepan (e clecied and the in-
temationel epplication was fited In a langusge other then Jepe.
nese, a trensletion into Jepanese of the intemationel epplication
must be furnished to the Jepanese Patent Office within 20
wonthe from the priosity dete,

NOTES TO BOX Ne. Vi

Glgnature (Rule 53.8): The demand must be sighed by the
applicant of by his egent. 1M the demend is not signed by (ell) the
eppliceni(s), & power of atiorney signed by (all) the applicant(s)
must be filed with the Internstional Buregu of WIFO or with the
recelving Ofiice, unlees the agent has previously been appuinted.

1800-92
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FEE CALCULATION SHEET
ANNEX TO THE DEMAND FOR INTERNATIONAL PRELIMINARY EXAMINATION

APPLECANT Feor ute by
IPEA

Columbia Marine Corporation

INTERNATIONAL ABPLICATION NUMBER DATE 8TAMP OF THE IFEA

PCT/US87/886888

$370.00 r
i, PRELIMINARY EXAMINATIONR FEE. ........ociiiiiiciiiiiiinnininnnins

1. HANDLING FEE

L]
Indicate the amount fixed in the Schedule of Feas................. L8150.00

Repeet the amount indiceted in Box b, by
if ehe Soviet Union hios been 6loctod. .. .. oo ciiiviiiiniriiniinices

Add the emount (If any) entered In Box by to the smoum
entered in Box h, and enter the voisl in Box H, $150.00 ]
This Nigure 15 the amount of tha HANDLING FER ............o0vivinne .

151, TOTAL OF PRESCRIBED FEES SUBMITTED OR TO BE CHARGED TO
DEPOSIT ACCOUNT

?891‘ :‘f ;mounu entered In Boxes I and M, end enter the tolal in the
THIS FIOURE 1S THE TOTAL AMOUNT OF THE PRESCRIBED
FEES SUBMITTED OR TO BE CHARCGED TO THE DEPOSIT §520.00

L] b rerseerrarrar it aann
AcCou TOTAL

THE Aﬂ‘uCANT MAY PAY THE PRESCRIBED l'l:“ BY CREQUE, FOBTAL MONI‘.\’ ORDER, BANK
AFT, CASH, REVENUE BTAMPS, COUPONS, YMENT SHOULD BE M D%})E%FEWE

bt
b ]

DR TC. P4

SCRIBED CURRERCY TO THE IACCOUNT OF, ACCOUNT INDICATED BELOW OF, O
INTERNATIONAL PRELIMINARY EXAMINING AUTHOII‘W PAYMENT MAY ALEO BE MADE BY
AUTBOI!ZATION TO CHARGE A DEPOSIT ACCOUNT AT THE INTERNATIONAL PRELIMINAIY
EXAMINING AUTHORITY TF THE LATTER HAS A DEPGKIT ACCOUNT SYETEM,

DEPOSIT ACCOUNT AUTHORIZATION
The IFEA/ U8 is hereby suihicrized 10 cherge the 1012} foes indicated ebove to my deposil sccouint.

3) The WEA/S US is Bereby euthorized 10 cherge any deficlency or cradil any overpeyment In the 1okl fees indicared
sbove to my deporil sccount,

991111 88 /}VM. Ldarve..

Depeun Account Numaer ate TR TS ™ Adams
Pesun PCT/IPRA/40L (Anaen) (July 198T) %oe noiee on toverse nde

1800-93 Rev. §, July 1987
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PCT Rele 83
The Demand

S Form

(a) The demand shall bs made on a printed fomm,

{b) Copies of printed formn ghall be fumished free of chargo by the
recoiving Offices 1o the applicants,

(c) 'The particulars of the forms shal be proscribed by the Administrative
Instructions.
53.2 Contents

(a) The demand shall contain:

(i) & patition,

(ii) indications conceming the epplicant and the egent if therv is an agent,

(iii) indications conceming the intemational application 10 which it
relates,

(iv) election of States,

(b) The demand shall bo signed.
53.3 The Petition

‘The pstition shall be to the following effect and shall preferably be worded
ay follows: "Demand under Article 31 of the Patent Cooporation Treaty: The
undersigned requosts that the interationsl spplication specified below he the
subject of imsmational preliminary examination eccording to the Patent Coogp-
oration Troaty.”
53.4 The Applicant

As to the indications conceming the applicant, Rules 4.4 and 4.16 shel)
spply, snd Rule 4.5 shall spply mutatie mutandis.
33.5 The Agent

If s sgont is dosignated, Rufes 4.4, 4.7, und 4,16 shell apply, and Rule 4.8
shall apply mutatiz mutandis,
53.6 ldantification of the International Applicatioa

The intormationsl epplication shall bo identified by the name of the
receiving Office with which the imernations! application was filed, the name
and address of the applicant, the title of the invention, aud, where the interna-
tional filing date snd the intematfonsl application number are known to the
applicant, that date end thet numbser.
527 Election of States

‘The domand shall nanse, among the designmed States, at least one Con-
teacting State bound by Chapter 11 of the ‘T'reaty as elected Siste,
53.8 Signature

‘The demand shall bo signed by the epplicant.

PCT Rute 55

Langunges (International Prellminery Kxamiastion)

35.1 The Demand

‘The demand ghall ba in the language of the imemationsl application or, if
the imemational application has been filed in 4 linguege other than the language
in which it iz published, in tha language of publication,

PCT Rule 59
The Competont Internationsl Preflinlnary Examinlng Authorliy

59.1 Damandy undar Article 31(2)(a)

For demands made wnder Article 31(2)(n), each Contracting State bound
by the provisions of Chapter 11 shall, in secordunce with the terms of the
applicable agreement referred to in Article 32(2) and (3), inform the Inteme-
tional Bureaw which International Preliminaesy ixemining Authority is or which
Imemational Preliminary Bxamining Authorities are compstent for the imtema-
tional proliminary examingtion of imemational pplications filed with its
national Office, or, in the case provided (o in Rule 19.5(b}, with the national
Office of another State or an intergovernmental organization acting for the
former Offics, and the Intemational Busoaw shall prompily publish such
information. Where several Intemational Preliminery Examining Awthorities
are competent, the provisions of Rule 35.2 shall apply mutatis mutandis,

59.2 Demandy under Article 31(2)(h)

As to demands undor Article 31(2)(h), the Assembly, in spocifying the
Intemational Preliminary Hxamining Awthority competent for intemational
applications fited with & national Office which is aw Intemations! Preliminary

Rev. §, July 1987
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Hnamining Awthority, shall give proference to that Authority; if the national
Office is not an Intemational Preliminary Examining Authonty, the Assembly
shall give preforence to the lutemationul Proliminery HEramining Authority
recommended by thet Office.

PCT Rule 63
Minimem Requirements for lnternutional Preilminary
Examining Auvthorities

63.1 Definition of Minimwn Requiremants

The mininwm requirements referred o in Anticle 32(3) shall be the
following:

(i) the national Office or inergovenumenial organization must heve
least 10 full-ime amployees with sufficient wechnical qualifications to carry
out exeminations;

(ii) that Office or organization must havo at its ready disposal st teast the
minimum documentation reforred to in Rule 34, proparly arcenged for exami-
nution purposes;

(iii) that Office or organization mnst have & wtalf which is capables of
oxamining in the required technical fields end which has the languego (acilitios
1o understand st loast those lenguages in which the minimum documentation
roforrod to in Ruls 34 ix written or translated.

37 CFR 1.8 Certiflcate of Malllng

() Lxcept in the cases enumerated balow, papers and foes required tobs
filed in the Patom and Trademark Office within a sot period of tine will ba
congidered timely filed if:

(1) They aro addrossed to the Commisgioner of Patents and Trademarks,
Washington, D.C. 20231, and deposited with the U.S, Postal Service with
sulficient postage #e firar clasa mail prior o expiration of the set period; end

(2) They also include & centificate for cach papor or feo stating the daie
of doposit, ‘The person signing the centificate should have ressonable basis 10
enpoct thet the correspondence would be mailed on or before the date indicated,
"The sctusl dute of recsipt of the paper or fee will be used for all other purposes,
This procedure doss not apply 1o the following:

LI

(xi) Thefiling of imemational applications forpatont and

all pupers and feos relating theroto,
RN

Applicants should mail the demand and appropriate fees di-
rectly 1o the International Preliminary Examining Authority
they desire to prepare the international preliminary examination
report, ULS, applicants who have had the international scarch
prepared by the Earopean Patent Office may also request the
European Patent Office to act as the International Preliminary
Examining Authority. The use of the European Patent Office as
an International Preliminary Examining Authority by United
States applicants is further limited to 500 international applica-
tions a year for the first 3 years that Chapter Il is in effect for the
United States. Applicants should consult the USPTO Official

fzette or the PCT Branch for the latest information as 1o the
number of Demaids that have been filed in the European Patent
Office.

Demands filed in the Evropean Patent Office should be
addressed .

European Patent Office
irhardstrasse 27

ROOO Munich 2,

Federal Republic of Germany.

Demands directed to the United States Patent and
Trademark Office should he addressed 10:
United States Patent and Trademark Office
Box PCT
Washington, D.C. 20231,

1800-94
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The Express Mail™ provisions of 37 CFR 1.10 may be
used to file a Demand under Chapter 11 in the USPTO,

All Demands filed in the USPTO must be in the
English language.

1898.01(c)(1) Preliminary Examination Fees
[R-§]

PCT Articte 31
Demand for International Preliminary Exeminetion
L1211
(5) The demand shall be subjoct to the payment of the prescribed fees

within the progcribed time limit,
LLLL LY

PCT Ruie 57
The Handling Fee
51.1 Requiremant to Pay

(#) Bach damand for preliminery exemination shall be subject to the
payment of & fee for the benefit of the Intemnational Buresu (“handling fee”) w
ba collected by the Intemational Preliminary Examining Authority to which the
demand is submiited.

(b) Where, bacause of later election or elections, the intemational prelimi-
nary examination report must, in application of Article 36(2), be translated by
the Internetional Buresu into one or more additional languages, & “supplement
to the handling fes" shall be collected by the Intsmations! Bureau,

51.2 Amounts of the Handling Fes and the Supptemant o the Handling Fse

(2) The amount of the hendling fee is 25 set out in the Schedule of ecs, The
amouns paysble i any particular cese ghall be the emount as 10 set out, increased
by ss many times the samo amount as the number of lenguages into which the
Intemational preliminary exemination report must, in applicstion of Agicle
36(2), be tranelaied by the Intemationsl Buresu,

(b) The emoust of the supplement to the handling fes is as set out in the
Schedule of Fees, The amount payable in eny particular case shell be the amount
a6 50 set ol nultiplied by the number of additional languages referred to in Rule
57.1(b).

(¢j ‘The amouni of the hundling fee shall be established, for each Intoma-
tionul Prefiminary xamining Authority which, under Rule 57.3(c), pregcribes
the payment of the hendling fes In a curroncy or currencies other than the Swiss
currency, by the Director General aftor consultation with thet Authority and in
the cusrency or curmencies pregcribod by thet Authority (“preecribed cusrency”).
The amount in each pregeribed currency stintl be the equivelent, in round figuros,
of the amount of the handling fee in Swiss currency set out in the Schedule of
Feas. Thoamounts in the proscribed currencics shall be published in the Gazene.

(d) Whore the amount of the handling fee get out in the Schedule of Feas
ie changed, the corresponding amonnts in the prescribed currencies shall be
epplied from the same date as the amount set out in the amended Schedule of
Foes.

(c) Whore the exchange rate betwean Swiss currency and any prescribed
currency becomes different from the exchange rate las applied, the Director
General shell estublish the new amount in the prescribed currency secording to
directivon given by the Agsembly. ‘The newly cstablished amount shall become
applicable two months afier it publication in the Gezens, provided that the
interoated Intornationsl Preliminary Eramining Authority and the Director
CGeneral may agree on & dete Selling during the seid two-month period in which
cane the amount shall becoms applicable for that Autherity from that date.
51.3 Time and Moda of Paymant

(s) The handling fec ehull be due at the time the demend is submitted.

(b) Any supplement 10 the handling foo shall be due at the time the tater
clection is submitted.

(¢) The handling feo shall be psyeble in the currency or currencies
proscribed by the Intamational Preliminary Examining Authority to which the
domand is submined, it boing undemtood that, when transforred by that
Authority to the Intemational Bureay, it shell be frealy convertible into Swiss
curfency,

(d) Any supplement to the hundling fes shall be payable in Sw.ss curroncy.
81.4 Failwre to Pay (Handling Fee)

(s) Whare the handling fee is not paid as required, the Intemationa)
Preliminary lixamining Authority shall invite the applicant to pay the fes within
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one month from the date of the invitation.

(b) If the applicant complies with the invitation within the one-month time
limit, the handling fee shall be considered as if it had been paid on the due date.

(c) i the applicant does not comply with the invilation within the
prescribed time limit, the demand shall be considered as if it had not been
submitied,

5.5 Failure to Pay (Supplement to the Handling Fee)

(&) Where the supplement to the handling fee is not paid as required, the
Intemational Bureau shall invite the applicant to pay the supplement within one
month from the date of the invitation.

(b) If the applicant complies with the invitation within the one-monthtime
limit, the supplement tothe handling fee shall be considered as if it had been peid
on the due dute.

(c) If the epplicant doce not comply with the invitation within the
prescribed time limit, the later election ghall be considered as if it had not been
submitted.

57.6 Refund

In no cese shall the handling fee, or the supplement to the handling fee, be

refunded.

PCT Rule 58
The Prellminary Examination Fee

58.1 Right 1o Ask for a Fee

(&) Each Intemational Preliminary Examining Authority may require that
the applicam pay & fee (“preliminary examination fee™) for its benefit for
carrying out the intemational preliminery examination and for performing all
other tasks entrusted 1o Intemational Preliminary Examining Authorities under
the Treaty and these Regulations,

(b) The amount and the due date of the preliminary examination fee, if any,
shall be fixed by the International Preliminary Examining Awhority, provided
that the gaid due date shall not be earlier than the due date of the handling fee.

(¢) The preliminury examination fee shall be payeble directly to the
Intemeational Preliminary Exwmnining Authority, Where the Authority is &
nutional Office, it shall be payable in the currency prescribed by thet Office, and
whare the Authority is an intergovernmentsl organization, it shall be payable in
the currency of the State in which the intergovernmental organization is located
of in any other currency which is freely convertible into the currency of the said
State, ‘ '
58.2 Failure to Pay

() Where the preliminary examination fee fixed by the International
Preliminary Examining Authority under Rule 58.1(b) is not paid as required
under thet Rule, the Intemational Preliminary Examining Authority shelf invite
the applicant to pay the fee or the missing part thereof within one month from
the date of the invitation,

(b) If the applicans complies with the invitation within the prescribed time
limit, the preliminary examination fee will be considered as if it had been paid
on the due date.

(c) If the applicant does not comply with the invitation within the
prescribed time limis, the demand shell be considered as if it had not been
submitted.

58.3 Refund _

The Intemational Preliminary lixamining Authority shall inform the
Intemational Burcau of the extent, if any, to which, and the conditions, if any,
unnder which, they will refund any emount peid as & preliminary examination fes
where the demend is considered s if it had not been subsitted, and the
International Burean shell promptly publish such information.

37 CFR 1.482 International prellminary examination fees.
() The following fees and charges for intemnational preliminary exeming-
tion are established by the Commissioner under the authority of 35 U.S.C. 376:
(1) A preliminary examination fee is due on filing the Demand:

(i) Where an intemnational search fee as set forth in §1.445(a}(2) hes
been peld on the intomational application to the United States Patent end
Tradesnark Office as an Intemational Searching Authority, & preliminary
GRAMINEUON fe6 Of oo $370.00

(ii) Whore the Intemationel Searching Authority for the intemne-
tional application was an authority other than the United States Patent and
Trademark Office, a preliminary examiaation fee of ..o, $570.00

(2) An additional preliminary exsminetion fee when required, per addi-
tiona! invention:
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(i) Where s supplemental search fee s set forth in §1.445(a)(3) has
been peid on the intemationsl application to the United States Patent and
Trademerk Office as an International Ssarching Authority ...ocvivenie $125.00

(ii) Where the Internetional Sesrching Authority for the interns-
tional application wes an wuthority other then the United States Patent and
Trademark OffiCe.......oocvvmnnimunninmmn o mesm s $190.00

(b) The handling fee is due on filing the Demend. Any necessary supple-
ment to the hendling fee shall be paid directly to the International Bureau.
(35 US.C. 6, 376)

1898.01(d) Correction of Defects in the
Demand [R-5]

PCT Rule 60
Certaln Defocts In the Demand or Electlon
60.1 Defects in the Demand

(a)If the demand does not comply with the requirements specified in Rules
53 and 58, the Intemationsal Preliminary Exemining Awhority shall invite the
applicant to correct the defects within one month from the date of the invitation.

(b) If the spplicent complies with the invitation within the prescribed time
limit, the demand ehall be considered es if it had been received on the actuel
filing date, provided that the demend as submitted contained at least one election
end permitted the intemetional spplicetion o be identified; otherwise, the
demand shell be considered as if it had been received on the date on which the
International Preliminery Exemining Authority receives the correction.

(c) If the spplicant does not comply with the invitation within the
prescribed time limit, the demend shall be considered es if it had not been
submitied.

(d) If the defect is noticed by the Internatione! Bureau, it shall bring the
defect to the atiention of the Intemstionel Preliminary Examining Authority,
which ghatl then proceed as provided in paragraphs () to (c).

60.2 Dafects in Later Elsctions

() If the Later election does not comply with the requirements of Rule 56,
the International Buresu shell invite the spplicant to correct the defects within
one month from the date of the invitation,

(b) If the applicant complies with the invitation within the prescribed time
limit, the later election shall ba considered as if ithad been received on the actus)
filing dste, provided that the later election as submined conteined st least one
election and permiusd the internations! application to be identified; otherwise,
the later election ehall be considered a8 if it had been received on the date on
which the Intemational Buresu receives the correction.

(¢} K the applicant does not comply with the invitstion within the
prescribed time limit, the lator election ehall be considered as if it had not been
submitted,

Defects in the Demand may be corrected. The type of
correction determines whether the filing date of the Demand
must be changed.

1898.01(e) Processing of Fees [R-5]

Fees for Chapter Il procedure are processed promptly after
receipt and checked for completeness. If the fees are insuffi-
cient, the applicant is notified so that the required additional
amounts may be promptly paid.

1898.01(f) Preparation of Office Records [R-§]

The Patent and Trademark Office maintains status and
location information concerning international applications
before it on the “Patent Application Location and Monitoring”
(PALM) system. In addition, various other forms are used 10
control financial and formality data..
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1898.01(g) Notification to International
Bureau of Demand [R-§]

PCT Article 31
Demand for International Prellminary Examination
[ L1 T

(7) Bach elecied Office shall be notified of its election.

PCT Rule 61
Notification of the Demand and Elections
61.1 Notifications to the Internaticnal Bureau, the Applicant, and the Interna-
tional Preliminary Examining Authority

(2) The Intemational Preliminery Examining Authority shall indicate on
the demand the dste of receipt or, where appliceble, the date referred to in Rule
60.1(b). The Intemational Preliminery Examining Authority shell promptly
send the demand to the International Buresu, and shall prepare and keep & copy
in itg files.

(b) The Intemationel Preliminary Exemining Authority shall prosmpdy
inform the epplicent in writing the date of receipt of the demend. Where the
demand has been considered under Rules 54.4(z), 57.4(c), 58.2(c) or 60.1(c) as
if it had not been submitted or where én election has been considered under Rule
54.4(b) as if it had not been made, the Iniemational Preliminary Examining
Authority shell notify the spplicant and the Internationel Bureau accordingly.

(c) The Intemational Buresu shall promptly notify the Internstional
Preliminary Exemining Authority and the epplicant of the receipt, and the date
of receipt, of any later election. That date shall be the actual dste of receipt by
the Intemational Bureau or, where epplicable, the date referred 1o in Rule
60,2(b). Where the later election has been considered under Rules 57.5(c) or
60.2(c) as if it had not been submitted, the Intemational Bureau shall notify the

applicant accordingly.
[ 21 1] ]

The PCT Division promptly notifies the International
Bureau and the applicant of the filing of any Demand. The
International Burcau in turn notifies each elected Oifice of their
election and also notifies the applicant that such notification has
been made.

1898.01(h) Priority Document and Translation
thereof [R-§]

PCT Rule 66
Procedure before the Internutienst Preliminary Examinlng
Authorlty
L2111
66.7 Priority Document

(a) If the Intemnational Preliminary Examining Authority needs 2 copy of
the application whose priority is claimed in the intemationel epplication, the
Intemational Bureau shall, on request, promptly fumish sech copy. If thet copy
is not furnished to the Intemationsl Preliminary Exemining Authority beceuse
the applicant failed to comply with the requirements of Rule 17.1, the interaa-
tional preliminary examination report may be established as if the priority had
not been claimed,

(b) If the application whose priotity is claimed in the intsmational
application is in a language other then the langusge or one of the lenguages of
the Intemetional Preliminery Rxamining Authority, thet Authority may invite
the applicant to furnish & trenslation in the seid language or one of the seid
lengusges withintwomonthe from the the date of the invitstion, If the iranelation
isnot furnished within that time limit, the intemational preliminery examination
report may be established as if the priority had not been claimed.

LI

A copy of the priority document is required by the Interna-
tional Preliminary Examining Authority, and a translation
thereof, if the priority document is in a language which is notan
acceptable language of the International Preliminary Examin-
ing Authority.
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1898.01(i) Processing Amendments filed under
Article 19 [R-§]

PCT Rule 62
Copy for the Internationgl Prellminary Examlnlng Authority

62.1 [Deleted]
62.2 Amendmenis

(2) Any amendment filed under Article 19 shiall be promptly transmitted
by the Intemationa! Bureau to the Intemational Preliminary Examining Author-
ity. If, at the time of filing such amendments, a demand for intemational prelimi-
nary exemination has already bean submitted, the applicant shall, at the same
time &g he files the amendmenta with the International Burean, also file a copy
of such amendmenta with the International Preliminary Examining Authority.

(b) If the time limit for filing smendments under Anicle 19 (see Rule 46.1)
hss expired without the applicent’s having filed amendments under that Ariicle,
or if the applicant has declared that he does not wish to meke smendments under
that Article, the Imemational Buregu shall notify the Intemationel Preliminary
Examining Authority accordingly.

The receipt of a copy of the amendment under Article
19 or the statement that no amendment under Article 19 will be
made starts the examination before the International Prelimi-
‘nary Examining Authority,

1898.01(j) Transmittal of Demand to the Exam-
ining Corps [R-§]

PCT Adminlstrative Instructions Sectlon 608
Flle to be used for International Preliminary Examination

Where the Intemational Preliminary Examining Authority is par of the
eame nationsl Office or intergovemmental organization as the Intemational
Searching Authority, the seme file shall serve the purposcs of international
search and intemational preliminary exsmination.

When the PCT Division has finished processing of the
papers and fees filed with a complete Demand, a copy of the De-
mand and other papers are forwarded to the approprigie exam-
ining group for examination.The documents will be placed in
the “Secarch Copy" file wrapper when forwarded to the exam-
ining corps.

1898.01(k) Later Election of States [R-§]

PCT Artlcio 31
Demand for lnternational Preflminary Examination
(23 1 1]

(6)(b) Any later election shall be submitted 10 the Internetional Buresu.
L2211

PCT Rule 56
Later Elections

56.1Elections Submitted Later Than the Demand

The election of States not nemed in the demand shell be effected by a
notice signed and submitied by the applicant, and shall identify the intemational
spphicaion and the demand,
56.2 ldentification of the International Application

‘The intematicnal application shall be identificd ag provided in Rule 53.6,
56.3 Identification of the Demand

The demand shall be identificd by the dute on which it was suiwnitted and
by the name of the Internationsl Preliminary xamining Authority o which it
wes submitted.
56.4 Form of Later Elsctions

1800-97
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‘The luter election shall preferably be made on e prinied form fumidhed free
of charge 1o applicants. If it e not made on such a foma, it shall preferably be
worded as follows: “1n relation to the intemailonel apication filed with ... on
o under No. .., by ... (applicant) (end the demand for intornational preliminary
examination submitted on ... to ... ), the undersigned elects the following
additional Steie(s) under Article 31 of the Patent Cooporation Treaty: ..."
56.5 Language of Later Elactions

‘The later slection ghall be in the language of the demand.

Applicants may, after filing of the Demand, later, but still
within 19 months of the priority date, elect additional States
which have been previously designated and obtain the benefit of
delaying the national stage until 30 months after the priority date
in the additional elected States. All such later elections must be
filed directly with the International Burcau, If additional trans-
lations are required due to the requirements of the additional
States elected, the supplement to the handling fee must algo be
paid directly o the Intemational Burcau,

1898.02(a) Determination if International
Preliminary Examination is
Required and Possible [R-5]

PCT Artlcie 34
Procodure before the Internationsl Preliminary Examinlng
Authority
1211
(4)(w) If the International Preliminary Examining Authority comiders
(i) that the intemeational applicstion relates 10 & subject natier on
which the Intemational Proliminery Exemining Authority is not required,
undor the Regulations, to carry out an intemational preliminary examine-
tion, end in the particular cags docides nol Lo carry ot such examination,
or
(ii) that the dekeription, the claims, or the drawings, ere 10 unclear,
or the claims are 4o Inadequatsly supported by the description, that no
meaningful opinion can be formed on the novelty, inventive step (non-
obviousness), or industrial applicability, of ths claimed Invention,
the said authority shall not go into the questione referrad to In Anticle 33(1) and
shall infoim the applicant of this opinion and the reasons therefor.
(b) If eny of the situations referred to in subperegreph (a) Is found w exist
In, or in connection with, cenain claime only, the provisions of that subpsre-
graph shall epply only to the seid claime.

PCT Rule 67
Subject Muatter under Articie 34(4)(a)(l)

67.1 Dafinition

No Intemational Proliminary Examining Authority shall be required to
curry out an intemational prellminary examination on sn intemetions! applice-
tion if, wnd 10 the extent to which, lts subject metter is any of the following:

(1) scientific and mathematica) theorles,

(i) plant or animal verieties or essentially biologicel processes for
the production of plents or snimels, other than microblologlosl processes and
the products of such procesaes,

(lil) schsmes, rules ormethods of doing buslness, performing purely
mente) acty or playing gemes,

(iv) methods of treatment of the humen or enimal body by surgery
of therapy, as well as disgnostio methods,

(v) mere prescitation of information,

(vi) compater programs to the extent that the International Prelimi-
nary Examining Authority ls not equipped 1o cerry out an irtemational prelimi-
nary exemination conceming such programs,

There are instances where international preliminary exami-
nation is not required because of the nature of the subject matier
claimed or because the claims are so indefinite that no examina-
tion is possible. Such instances should seldom occur, especially
gince most problems of this nature would have already been
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discovered und indicated at the time of the international scarch.,

I itis found that certain claims of an intemational applica-
tion relate to subject matter for which no International Prelimi-
nary Examination is required, on Form PCT/IPEA/408, check
the first unnumbered box under box 2. Discretion is given as 1o
that subject matter under PCT Rule 67 which may be excluded
from International Pretiminary Examination, It should be noted
that subject matter which is normally examined under U.S. na-
tional procedure should also be examined as an International
Preliminary Examining Authority.

Check the second and third unnumbered boxes under box
11 of Form PCT/IPEA/408, respectively, if it is found that the
description, claims or drawings arc so unclear, or the claims are
so inadequately supported by the description that no opinion
could be formed as o the novelty, inventive step (non-obvious-
ness) and industrial applicability of the claimed invention,

Form paragraph 18.06

Clglms (Inventlons) for which no Internstional Search Report
will be lssned

Claim |1} dirccted to an invention which has not been previously

scarched by an hitemational Searching Awthority, Consequently, these-claims
are not congidered for intermnational preliminary examination, Noe: 37 CIR
1.484(c).

EXAMINER NOTE:

This paregraph must be included when one or more of the claimed
inventions has not been the subject of an Imernational Search Repont by a
competent Interrtions] Searching Authority,

Form paragraph 186,01

Name and Nuinber of Exuminer to be Contacted.

Any inguiry conceming this comnmunicstion should be directed 10

(1] at telephone number 703-[2]

EXAMINER NOTE:

1. This paregraph should be used st the end of all requirements for unity
of invention,

2. In bircket {11, the exeminer who prepared the requirement for lack of
unity of inveation,

3. Inbracket | 3] insert the telephone number of the examiner identified st
2.

1898.02(b) Unity of Invention before the
international Preliminary
Examining Authority [R-5}

PCT Artlcle 34
Procedure before the Internutionsl Proellninery Examining
Authority
L2121
(3)u) i the Imemational Preliminary lixamining Authority considers that
the inemational spplication does not comply with the requirement of unity of
invention ar setforih in the Regulations, itmay invite the spplicant, &t his option,
to restrict the claims 90 g5 to comply with the requirement or 1o pay additions)
fees,
L1141
() If the applicant docs not comply with the invitetion referred 10 in
subparagraph (&) within the prescribed time limit, the Intemationsl Preliminery
Iixmnining Authority shall establish an intemational pretiminary examination
repart on those parts of the imemationel applicstion which relate to what appears
10 be the main invention and shall indicate the relevant fucis in the said report.
‘The national taw of any elected State may provide, where ite national Office
finde the invitation of the Imemational Preliminary Examining Authority
justified, those parts of the intemational application which do not relate to *he
nain invention shail, as far ee effects in that State are concemed, be: considered

withdriswn unless a specigl fec in paid by the applicant to that Office.
Yoo ud
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PCT Reule 68
L.ack of Unlty of Invention (Internationzl Preliminary
Exemlaation)
68.1 No Invitation o Restrict or Pay

Where the Intemational Preliminary Examining Authority finds that the
requirement of unity of invention is not complied with and chooses not to invite
the applicant to restrict the clzims or to pay additional fees_ it shall establish the
intemational preliminary examination report, subject o Article 34(4)Db), in
respect of the entire intemational application, but shal) indicate, in the said
report, that, in its opinion, the requirement of unity of invention is not fulfilled
and shall specify the reasons for which the intemationa) gpplication is not con-
sidered as complying with the requirement of unity of invention.

68.2 Invitation to Restrict or Pay

Where the Iniemational Preliminary Exaimining Authority finds that the
requirement of unity of invention is not complicd with and chooses to invite the
applicant, at his option, 10 restrict the cleims or pay additional fees, it shall
specify at least one possibility of restriction which, in the opinion of the
Intemational Preliminary Examining Authority, would be in compliance with
the applicable requirement, and specify the smount of the additions] fees and the
reasons for which the intemational application is not considered ag complying
with the requirement of unity of invention, [t shall, at the same time, fix a time
limit, with regurd to the circumstances of the case, for complying with the
invitation: such time limit shall not be shorter than one month, and it shall not

tonger than two monthg, from the date of the invitation,
68.3 Additional Iees

(#) ‘The sinount of the additionsl fee due for international preliminsry
examinstion under Article 34(3)(2) shall be determined by the competent
Intemational Preliminary xsmining Authority.

(b) The additional fee due for intemationzl preliminery exsmination under
Anricle 34(3)(w) shall be payable direct to the Intemational Preliminary Exam-
ining Authority.

(¢) Any applicent may pey the additiona! fee under protest, thet is,
nccompanied by a remsoned statement 10 the effect that the intemational
application complies with the requirement of unity of invention or that the
amount of the required additional fee is excessive. Such protest ghall be exam-
ined by a three-member bourd or other special instance of the Internationsl
Preliminary Ilxamining Authority, or any competent higher suthority, which, 1o
the extent thet it finds the protest justified, shall order the total or partisl
reimbursement to the applicant of the additional fee. On the request of the
applicant, the 1ext of both the protest and the decision thereon shall be notified
to the elected Offices as an snnex to the intemational prelimingry exemination
repost,

(d) The three-member board, special instance or competent higher suthor-
ity, referred 10 in paragraph (c), shall not comprise &ny pe.son who mede the
decision which is the subject of the protest,

68.4 Procedure in the Cases of Insufficient Restriction of the Claims

If the applicant restricts the claims but not sufficiendy to comply with the
requirement of unily of invention, the Intemational Preliminery Examining
Authority shall proceed as provided in Asticle 34(3)(c).*

68.5 Main Invention :

In cuse of doubt which invention is the main invention for the
purposes of Arnticle 34(3)(c), the invention first mentioned in the cleims shall be
congidered the mein invention.

37 CFR 1.487 Unlty of Invention before the international
Prejiminary Examining Authority.

(s) An imemational application before the International Preliminsey
Ixamining Authority will be considered 10 have unity of invention if the claims
are in nceordance with PCT Rule 13 {see §1.475(0).

(b) An international application coitaining clrims to different categories
of invention will be considered to have unity of invention if the claims are drawn
only 10 one of the combinations of categories as set forth in PCT Rule 13.2 (sca
§1.475(1) or 10 the combination of (1) & product and & process for the
muenufrcture of said product or (2) s product and s process of use of seid product.
if an gpplication containg claims to more or less than one of the combinations
of categories of invention set forth in PCT Rule 13.2 (sec §1.475(0) or &
combination got forth in paragraphe (b)(1) or (2) of this section, unity of
invention may not be present,

(¢) If an intemationr] application containg claims to & category of inven-
tion in eddition 10 those caegories included in any one of the combinations
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specified in paragraph (b) of this section, lack of unity of invention may be held
between the categories included in the combination and the claims to the
additional category of invention.

(d) Unity of invention will exist where the claims are limited to one of the
combinations of categories set forth in PCT Rule 13.2 (sec §1.475(1)) or a
combination set forth in paragraphs (b)(1) or (2) of this section. If multiple
products, processes of manufacture or uses are claimed, the first invention of the
category first mentioned in the claims of the application and the first recited in-
vention of cach of the other categories relaicd thereto will be considercd as the
inventions to be examined. Any such holding by the examiner will be made of
record as a holding of lack of unity of invention.

(¢) The inventions recited by the claims of different categories must be
related rather than independent inventions.

37 CFR 1.488 Determination of unity of invention before the
International Preliminary Examining Authority.

(2) Before establishing any written opinion or the interational prelimi-
nary exsmination report, the International Prefiminary Examining Authority
will determine whether the intemational application complies with the require-
ment of unity of invention as set forth in §1.487.

(b) If the Intemational Preliminary Examining Authority considers that
the intemational application does not comply with the requirement of unity of
invention, it may:

(1) Issue & written opinion and/or an intemational preliminary
examination report, in respect of the entire intermational application and indi-
cate that unity of invention is lacking and specify the reasons therefor without
extending an invitstion to restrict or pay additional fees. No international
preliminary examination will be conducted on inventions not previously
scarched by an Intemational Searching Authority.

(2) Invite the spplicant to resirict the claims or pay sdditional fees,
pointing out the categories of the invention found, within a set time limit which
will not be extended. No intemnational preliminary examination will be con-
ducted on inventions not previcusly searched by an Intemational Preliminary
Examining Authority, or

(3) If spplicant fails to restrict the claims or pay edditional fecs
within the time Bmit set for response, the Intemational Preliminary Examining
Authority will issue 8 written opirion and/or establish an intemational prelimi-
nary exemination report on the main invention and shall indicate the relevant
facts in the said report. In case of any doubt as 1o which invention is the main
invention, the invention first mentioned in the claims and previously searched
by an Intemmational Searching Authority shall be considered the main invention.

(c) Lack of unity of invention may be directly evident before considering
the claims in relation to any prior art, or after taking the prior art into considera-
tion,, #3 where a document discovered during the scarch shows the invention
claimed in a generic or linking claim {acks novelty or is clearly obvious, leaving
two ormore claims joined thereby without a comimen inventive concept. In such
& case the Intemational Preliminary Examining Authority may raise the objec-
tion of Ieck of unity of invention.

The examiner will usually begin the preliminary examina-
tion by checking the international application for unity of
invention. The international preliminary examination will only
be dirccted to inventions which have been searched by the
International Scarching Authority. All claims directed to inven-
tions which have not been searched by the International Search-
ing Authority will not be considered by the International Pre-
liminary Examining Authority. If the examiner in the Interna-
tional Preliminary Examining Authority finds lack of unity of
invention in the claims to be examined, an invitation is prepared
and sent to the applicant requesting the payment of additional
fees or the restriction of the claims on Form PCT/IPEA/405.
Such an invitation will include the identification of what the
cxaminer considers to be the “main invention” which will be
scarched if no additional fees are paid or no restriction is made
by the applicant.

The procedure before the International Preliminary Exam-
ining Authority regarding lack of unity of invention is governed
by PCT Article 34(3)(a) through (¢), PCT Rule 68 (secalso PCT
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Rule 70.13), and 37 CFR 1.487 and 1.488. [tshould benoted that
in mostinstances lack of unity of invention will have beennoted
and reported upon by the Intemational Scarching Authority
which will have drawn up an International Scarch Report based
on those parts of the international application relating to the
invention, or unified linked group of inventions, firstmentioned
in the claims (“main invention™). If the applicant has paid
additional search fees, additional inventions would also have
been scarched. No international preliminary examination will
be conducted on inventions not previously scarched by an
International Scarching Authority (37 CFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days from
the date the PCT application is charged to the Examining Group
from PCT Central. This simply means thatadetermination must
be made as to whether ornot the international application relates
to one invention or to a group of inventions so linked as to form
a single general inventive concept.

If it is determined that the international application does
mceet the requircments for unity of invention and no additional
fees will be requested, the international application must be
returned to the PCT Docket Clerk in the Examining Group so
that an irdication to that effect may be made on the PALM Sys-
tem which monitors deadlines such as the deadline for checking
unity of invention,

If the examiner determinces that unity of invention is lack-
ing, there are two options:

1. The examiner may conductan international prelimi-
nary examination covering all the claimed, previously searched
inventions and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees (PCT Rule 68.1), or

2. The cxaminer may invite the applicant to restrict the
claims, so as to comply with the requirement, or pay additional
fees, pointing out the categories of invention found. The invita-
tion to restrict or pay additional fees shall state the reasons for
which the international application is considered as not comply-
ing with the requirement of unity of invention. (PCT Rule 68.2).
Inventions not previously scarched will not be considered or
included in the invitation,

The written opinion, if any, and the International Prelimi-
nary Examination Report must be established on all inventions
for which examination fces have been paid.

If the applicant fails to respond to the invitation to restrict
the claims or pay additional examination fees due to lack of
unity of invention, the Written Opinion and Report must be
cstablished on theclaimsdirected to whatappearsto be the main
invention, (PCT Article 34(3)(c). The main invention, in case of
doubt, is the first claimed invention for which an International
Search Report has been issued by the International Searching
Authority. The main invention, as viewed by the examiner, must
be set forth on form PCT/IPEA/40S.,

Whether or not the question of unity of invention has been
raised by the International Scarching Authority, it may be
considered by the examiner when serving as an authorized
officer of the International Preliminary Examining Authority.
Inthe examiner’s consideration all documentscited by the Inter-
national Searching Authority should be taken into account and
any additional relevant documents considered. However, there
arc cases of lack of unity of invention, where, compared with the
procedure of inviting the applicant to restrict the interational
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application or pay additional fees (PCT Rule 68.2), no or littie
additional effort is involved in establishing the Written Opinion
and the International Preliminary Examination Report for the
entice international application. Then reasons of cconomy may
make it advisable for the examiner to usc the option referred to
in PCT Rule 68.1 by choosing not 10 inviie the applicant to
restrict the claims or to pay additional fees.

Unity of invention is defined by PCT Rule 13 which sets
forth several combinations of related categories of invention
that may be included in an international application and still
comply with the unity of invention requircment.

1898.02(b)(1) Preparation of Invitation
Concerning Unity [R-5]

Notes on Completing “Invitation to restrict or pay addi-
tional fees”, Form PCT/IPEA/405
This form isused to invite the applicant, athis or heroption,
to restrict the claims to comply with the requirements of unity
of invention or, to pay additional examination fces. In addition,
the examiner must explain the reasons why the international ap-
plication is not considered to comply with the requirement of
unity of invention. The examiner must also specify, on Form
PCT/IPEA/405, at least onc group or groups of claims which, if
clected, would comply with the requirement for unity of inven-
tion.
The following identifying information isto be placed on the
top of lhc first page of Form PCT/IPEA/40S:
- this is usually the
auorney qaddrcse taken from Lhc file wmppcr by the lyplst
> - this is the
appllcanl soragent's application reference (or docket number)
which is composcd of cither letters or numbers, or both, pro-
vided this reference does not exceed ten characters, This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

-thisis the 14 dlgllPCT
application serial number as siamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as sct
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

INVITATION

In the space provided, after the first paragraph on form
PCT/IPEA/405, the cxaminer should identify the disclosed
inventions by claim numecrals or drawing figurc numerals, as
appropriate, and indicate which disclosed inventions are so
linked as to form a single gencral inventive concept, thereby
complying with the requirement of unity of invention. For
cxample, claims to different categories of invention such as a
product, claims to a process specifically adapted for the mann-
facture of the product and a claim for a use of the product wou.d
he considered related inventions which comply with the unity of
invention requirement, whereas a claim to an apparatus for
making the product in the same application would be considered
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a second invention for which additional fees would be required.
The rcasons for holding that unity of invention is lacking must
be specified.

Inthe space provided after the third paragraph at the bottom
of the first page, the examiner should specify the main invention
and claims directed thereto which will be examined if the
applicant fails to restrict or pay additional fees. The main
invention, in case of doubt, is the first claimed invention or
related invention before the International Preliminary Examin-
ing Authority for which a search fee has been paid and an Inter-
national Scarch Report has been prepared.

In the space provided, afier the first paragraph of the second
page of form PCT/IPEA/405, the examiner indicates the inven-
tion or groups of inventions which are so linked as to form a
single general inventive concept, thereby meeting the require-
mentof unity of invention. This is normally arestatement of the
inventions identificd in the space provided, after the first para-
graph on page 1 of form PCT/IPEA/405.

In the space at the end of the second paragraph of page 2 of
form PCT/IPEA/405, the examiner should indicate the total
amount of additional fces required for examination of all
claimed inventions.

In the third paragraph printed on page 2, the time limit for
response is set according o PCT Rule 68.2, normally a one
month time limit should be sct. No extensions of time are
permitted.

Since the space provided on form PCT/IPEA/405 is lim-
ited, supplemental attachment sheets, supplied by the examiner,
with reference back to the specific section, should be incorpo-
rated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/40Q5 must be signed by an examiner with
ar least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases to allow
applicants to clect an invention to be examined or 10 pay
additional fees. Additional fees may be charged to a deposit
account using the telephone practice only if;

1) The Demand for International Preliminary Examination
included an authorization to charge additional fees to a deposit
account,

2) Applicant or the legal representative or agent orally
agrees to charge the additional fees to the account, and

3) A complete record of the telephone conversation is
included with the Written Opinion including:

a) Examiner's name;

b} Authorizing attorney’s name;

¢) Date of conversation;

d) Invention elected and/or inventions for which addi-
tional fees paid; and

¢) Deposit account number and amount to be charged.

If applicant or the legal representative or agent refuses to
cither restrict the claims to one invention or authorize payment
of additional fees, form PCT/IPEA/40S should be prepared and
mailed to applicant.
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PATENT COOPERATION TREATY

‘ UNTTED STATES
11) BUTEINRATIONAL FRELIMINARY EXAMINING AUTHORITY (PEASJS)
John Adams
hdams, Baker and Charlie

1200 Marina Drive

INVITATION TO RESTRICT OR PAY
Baltimore, Maryland 20820 ADDITIONAL FEES

fumnd pursvent 1o PCT Anicle 34 (3)(e) end Rule 68.2
DATE OF MAILING by e Intemations) Preliminary

Inscribe NAME end ADDRESS of the AGENT end if Exsmining Authorlty
there is no agen, of te APPLICANT APPLICANTS OR AGENT'S FILE REFERENCE
- S — CMC=123
IDENTIFICATION OF THE INTERNATIONAL APPLICATION
Intemationsl Application No. Tremationsl Filng Dst
PCT/USB7/88688 06 July 1987 (06.07.87)
Apphicent (Numa)

Columbia Marine Corporation

INVITATION

This Internstional Preliminary examining Autherity considers that the
above-identified international application does not comply with the
requirement of unity of invention(l} for the following reasons:

Group I, Claims 1-5, 9 and 10, drawn to a sailboat self-
steering gear.

Group II, Claime 6-8, drawn to & compass with an alarm to
indicate deviation from & desired course.

The claime of these two groups are directed to different
inventiong which are. not so linked as to form a single
general inventive concept. The inventions are not linked in
operation and perform completely different operations.

CONSEQUENTLY THE APPLICANT IS HEREBY GIVEN THE OPTION OF RESTRICTING
THE CLAIMS OR PAYING ADDITIONAL FEES.

If the applicent doez not exercise the option, the International
Preliminary Examining Authority will establish the international
preliminary examination report on those parts of the international
application indicated below which, 4in the opinion of this
Internastional Preliminary Examining Authority, appear to relate to the
main invention, (Specify)

Claims 1-5, 9 and 10.

(Invitation continued on the following paqe)

FORMA POTIPE A0 e} (Saruary VOB G0 noiet 0N reveree Bide
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PCT/USET/BEARA

INVITATION TO RESTRICT OR PAY ADDITIONAL FEES (continued)

If the applicant optz to restrict the claims, this Internationel
Preliminary Examining  Authority suggaests below restriction
possibilities which in its opinion would be in compliance with the

requirement of unity of invention. (specify)
Group I, Claims 1=5, 9 and 10
Group II, Claims 6-8

If the applicant opts to pay additional fees, this International
Preliminary Examining Authority will establish the international
preliminary examination report eon the other parts of the international
application only if, and to the extent to which, additionzl fees are

T:?l%.’d‘)by 'che appllicant. The total amount of the additional fees

THE APPLICANT 15 HEREBY INVITED TO RESTRICT THE CLAIMS OR TO PAY THE
AMOUNT OF ADDITIONAL FEES WITHIN.QR@ . (MONTHS) 4B#%¥&» "ROM THE DATE
OF MAILING INDICATED ABOVE., The payment of any additional fee may be
made under protest’

Computation of the time limit starte on the day following the dete of
maiiing of the present invitation. Within this time limit either the
payment or the restriction haz to be made to this International

Preliminary Examining Authority,

Payment should be made by check, postal money order, or bank draft,
payable to the Commigsioner of Patents end Trademarks Payment &and may
alz2o be made by authorization to charge & Patent and Trademark Office

deposit account.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only:

Authonizsd Ofiios -
Commissiones of Patants end Tradamesk :
Bmxhér ' fES}:Lﬁglgﬁn‘ciE)n,nmajwlauu
Wazhingion, D.C. 20231 Stephéin Decatur - Primary Examinpr

FORIG PCTAPLANND (o} (Janwary 18480)
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Form paragraph 18.01

Permlasible Combinations

In the examination of intemational applicetions filed under the Patent
Cooperation Treaty, PCT Rule 13.1 etates thet the intemational epplication shall
relate Lo one invention only or o & group of inventione eo linked es to form “a
single goneral inventive concept”.

PCT Rule 13.2 indicates thet this shall be conetrued as permitting , in
particular, one of the following thres possible combinations of the claimed
invention:

(1) & product, a process epecifically adepted for the manufecture of seid
product and a use of seid product, or

(2)  process, end an apparatus or means spacifically designed for carrying
out geid procaes, of

(3) » product, & process epecially adaptad for the manufacture of said
product and en apparatus or means specificelly dssigned for carrying out the
process.

Additionally, current United States Patent end Trademark Office restric-
tion practice permits the following combinations of the claimed invention:

(4) & product, and & process specificelly edapted for the manufacture of
said product, and

(5) & product, and & uge of the said product, as where said use &8 claimed
cannot be practiced with anather materially different product.

EXAMINER NOTE:

1.This paragraph must be used ag tho beginning paragraph of & separetc
sheet holding of ack of unity of invemion involving different categories of
invention. On the first page of Form PCI/IPBA/40S insert the notation “See
autached shoet” end procesd using thase form paragraphs, However, the mein
invention ghould be indicated on the bottom of the form PCT/IPEA/405.

Form paragraph 18.02

Invitation to restrict

‘This spplication containg the following inventions or groups of inventions
which are not so linked as to form & single inventive concept. In order for all
inventions to be exemined, the appropriate additionsl exeminstion fees must be
paid.

EXAMINER NOTE:

1. This is the hesading that should be used in all holdings of lack of Unity
of Invention.

Form paragraph 18.03
Groupings of Inventlon
Group|t], Claim [2) draw o [3].

EXAMINER NOTB:

1. Inbracket {1], place sequential Roman numerals to identify the group-
ings.

2. In bracket [2], place the appropriate claim numbeor(s).

3. In bracket [3], define the invention or groups of invention(s) so linked
84 to form a single gensral inventive concept.

Form paregraph 18.04

Reasons for holding a lack of Unlty of Invention

‘The inventions listed as Groups [ 1] donot meet the requirements for Unity
of Invention for the fcilowing reasons: (2]

EXAMINER NOTE:

1. In bracket {1}, fism the Roman numerals that identify the groupings of
invention,

2. This paragraph follows the listing of the Groups of invention and should
be completed at [2) with & thorough and concise explanation s 10 why there is
8 tack of unity of invention between the groups.

Form parsgraph 18.07

Telophone Electlon - Single Invention

During & telephonic requirement for election, on [1] appiicent's represen-
tative, [2], slected the invention of Group [3] for examination.

No additional examinstion fees were authosized and only one invention
was elected.

EXAMINER NOTE:

i. In bracket [1], ingert the date the election was made.
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2. In bracket [2], ineent the namo of applicent's reprusentative,
3. In bracket [3], ineert the Roman numeral identifying the elected inven-
don,

Form paragraph 18.08

Telephone Electlon - Muitlple Inveations

During e telephonic requirement for election, on { 1), epplicant’e represen-
tative, [2), elecied the inventions of Groups {3} for examination,

Applicant's representative sleo authorized the charging to the Deposit
Account for payment of additionsl examinetion fecs totaling ${4) for the
examination of said inventions. The sdditione]l examination fess have been
charged 10 Deposit Account Numbar [5].

EXAMINER NOTE:

1. In bracket {1}, insort the date the eleciion was made

2. In bracket {2], insert the name of applicant’s representative

3. In brucket [3], ingert the Roman numeral identifying the elected
inventions.

4. In beacket [4], inzert the amount of the additional feas for the examine-
tion of the additional invention(s).

5. In bracket {S], insert the Doposit. Account Number.

Form paragraph 18.09

Notlce of Right to Protest Telephone Fractlee In Wrltten
Oplulon

Applicant stands sdvized that there is no right toprotest the holding of lack
of unity of invention for any group of invemion(s) for which no edditional
cxumingtion fees has been paid. Any protest 1o the holding of leck of unity of
invention or the emount of the additionel fes required must be filed no later thar:
ths filing of & responee to the Writtan Opinion.

EXAMINER NOTE:
1. This paragraph must be included in the record of & elephons election
made in 8 Written Opinion.

Form paregraph 18.10

Notice of Right to Protest Telephone Practlee, No Wrliten
Oplalon

Applicent stande sdvised that thare is no right to protast the

holding of lack of unity of invention for any group of invention(s) for which
no additionsl examination feee hae bosn paid. Any peotsast to the holding of
lack of unity of invention cr the amount of the sdditional fes required must
ba filed no later than ons month from the dete of this lswer.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election
made in a separato lettes.

1898.02(c) Response to Invitation Concerning
Lack of Unity of Invention [R-5§]

PCT Adminlstrative Instructions Sectlon 603
Transmittal of Protest Aguinst Payment of Additlensl Fee and
Declalon Thereon

The Intermnations] Pealiminary Bramining Authoedty shell transrmit o the
epplicent, at the lateat together with the intemations] preliminary exemination
report, eny decision which it hag taken under Rule 68.3(c) o the protest of the
applicant sgeinst payment of the edditional fes. At the same Ume, it shall
transmit to the International Buresu a copy of both the protest and the declsion
thereon, as well as any request by the epplicant to forwerd the texts of both the
protest and the decision thereon o eny of the elected Offices.

37 CFR 1.48% Protest to Jrck of unlty of inventlon befors the
Internatlonal Prellminary Examining Auvthority

{a) If the applicant disagress with the holding of lack of unity of invention
by the Intemationel Preliminary Rrxamining Authority, edditonal feee may bs
peid under protest, sccompaniad by & request for refund end a statement retting
forth reasons for disagreement or why the required additional fess ere consid-
ered excessive, or hoth.

(b) Protess under paragraph (&) of thie section will be examined by the
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Commissioner orthe Commissioner's designes. Inthe event that the applicant’s
protest is dotermined to bs jusiified, the additionel fees or & portion thereof will
be refunded,

(¢) An applicant who desiree that & copy of the protest end the dacision
theroon accompany the international preliminary examination repont when
forwarded to the Elected Offices, may notify the Intemational Preliminary
Lixamining Authority to that effect any time prior 1o the iseuance of ths intema-
tional preliminary examination repon, Thoreafior, such notification should be
directed o the Intermational Bureau.

Applicant moay respord by paying some or all additional
fees or by restricting the claims to one invention. If applicant
makes no reply within the set time limit, the international
preliminary examination will proceed on the basis of the main
invention only.

If applicant has paid an additional fee or fees, a protest to
the holding of lack of unity of invention may be filed with the
International Preliminary Examining Authority.

NOTIFICATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the Group Director to
inform the applicant of the decision regarding applicant’s pro-
test on the payment of additional fees conceming unity of
invention,

The following identifying information must be placed on
the top of 'he f irst page of Ferm PCT/IPEA/420:

- usually the attorney's address taken
from mtcrnuuonal appllcauon mc wrapper.

- this is the
applicant’s or agent’s apphcauon reference ((:r docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
crice may be found in the upper right hand box on the first sheot
of the Demand, Form PCT/IPEA/401.

International Application Number - this is the 14 diguPCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Dcmund Ponn PCT/IPEA/OL,

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401,

Applicani (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The Group Director checks the appropriate box, i.e., 1.a.,
1.b. or 2. If box 2 is checked, a clear and concise explanation as
to why the protest concerning the unity of invention was found
to be unjustificd must be given,

Since the space is limited, supplemental attachment
sheet(s) should be incorporated whenever necessary.,

AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group
Director,

1898.02(d) Notation of errors and informalities
by the Examiner [R-§)
Rev. §, July 1987
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PCT Administrative Instructions Sectlor 607
Rectifications under Ruie 1.1
Where the Intemnational Preliminary Bxamining Authosity suthorizes &
rectification under Rule 91.1, Rule 70.16 and Saction 602 shall apply mutalis
mutandis.

Although the examiner is not responsible for discovering
errors in the international application, if any errors come 0 the
attention of the examiner, they should be noted and called to the
applicant’s attention, Notations as to obvious errors (see PCT
Rule 91) should be called to the applicant’s attention by using
PCT form PCT/IPEA/411 or 423,

If the applicant requests correction of any obvious errors in
the international application or in any paper submitied to the
International Prcliminary Examining Authority, other than in
the request, any acceptable correction should be authorized by
using Form PCT/IPEA/412,

INVITATION TO REQUEST RECTIFICATION OR
CORRECTION

The procedure governing the rectification of obvious errors
are PCT Rules 91.1(d) and 26.4(a) which state that:

The requost for rectification which the applicant is invited
to make must be submitted in a letter. The rectification may be
stated in that letter if it is of such a nature that itcan be transferred
from the letter to the international application without adversely
affecting the clarity and direct reproducibility of the sheet onto
which the rectification is to be transferred; otherwise, the appli-
cant is required to submit a replacement sheet embodying the
rectification and the letier containing the request for rectifica-
tion must draw attention to the differences between the replaced
sheet and the .cplacement sheet.

Defects that are not obvious errors may be called to
applicant’s attention by using form PCT/IPEA/408 or 423,

Thefollowing identifying information is tobe placed onthe
top of the first page of Form PCT/IPEA/411 or 423:

Applicant's address - usually the attorney's address taken

from the fronl of lhe mlernauonal apphcation file wrapper.
] erence - this is the
apphcam sor agem $ applicauon reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

1 icati - this is the 14 digitPCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand Form PCTAPEA/401.

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401,

Applicant (Namg) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box I of the Demand, Form PCT/IPEA/401.

INVITATION

The examiner may invite applicant to rectify obvious errors
which do not impede the examination of the PCT application.
Applicant is notified of the obvious errors by checking the first
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box and supplying a photocopy of the obvious crrors or check-
ing the second box and cleasiy describing thic obvious errors in
the space provided.

Since the space provided is limited, supplemental
attachment sheet(s) should be incorporated whenever neces-
sary.

The examiner then must complete the section of the Form
which notifies applicant where the Request for Rectification
should be submitted. This will be the USPTO if the erroris ina
partof the international application other than the request which
has been submitted to the International Preliminary Examining
Authority, Sce PCT Rule 91.1(¢). This should be indicated by
checking the last box.

AUTHORIZED OFFICER

Forms PCT/IPEA/411 and 423 must be signed by an
examiner baving at least partial signatory authority.

In the large rectangle on the form, the examiner should
clearly set forth the deficiency.

Since the space is limited, supplemental sheet(s), supplied
by the examiner, should be incorporated whencver necessary.
The examiner should check the appropriate box o indicate the
type of deficicncy in the papers.

The time limit for response is sct in the last paragraph
(which is in capital letters). Applicant is given 30 days, or less
depending on the time remaining to complete the International
Preliminary Examination Report,

Form paragreph 18.28
Drawings objocted o, Correctlon requested
‘The drawings are objected to bacause [ 1], Corrction is requesiad.

Form paragruph 18.29

Subject matéer admits of Iitustration

‘The subject matter of this application admits of illustration by drawing o
facititate uinderstanding of the invention, Applicant is roquired under PCT
Article 7(1) 1o fumish a drawing.

Form paragraph 18.30

Amendment containing New Matter

‘The amendment of 1] is objected to under PCT Anticle 34(2)(b) because
it introduces matter into the application that goes boyond the digclosure as
originally filed. The added material which is not supported by ths original dis-
closure iz as follows: [2]

Under PCT Rule 70.2(c), the intemstions] application is being troated ag
if the entire amendment had not been made.

EXAMINER NOTE:

1. An smendmont that sttempts to sdd new matter to any of the drawings,
specification or cleims in offect voids the entire amendment, and the intema-
tional epplication is in effect troated us if the smendment had never boen
submitted,

Form persgraph 16,33

Improper Multiple dependent clalms

Cleim {1] objected 0 under PCT Rule 6.4(s) ae boing in impropor
dopendent form beesuse & multiple dependont claim [2]. Accordingly, claim [3)
not being examined for novelty, inventive stop end industrial applicability.

EXAMINER NOTE:

1. In bracket [2], insert “should refer to othar cleims in the sltemative
only.", and/or “cannot depond from any othor multipls dependent « taim.”

1898.02(d)(1) Rectification [R-5)
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NOTIFICATION OF DECISION CONCERNING RE-
QUEST FOR RECTIFICATION

The rectification of obvious emors is governed by PCT
Rules 91.1(b)-(h) and 66.5.

The following identifying informationis tobe placedon the
top of lhc fi |rsl pugc of Form PCT/IPEA/412:

- usually the attorney's address taken
from the from of the mlcmauonul application file wrapper.

Applicant’s or Agent’s File Reference - this is the
applicant’s or agent's application reference (or docket number)
which is composed of cither letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

Intemational Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application filc wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

g - this is the filing date printed on
the international application file wrapper and may also be found
on the fi irst pagc of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set
forth on lhc international application file wrapper and may also
be found in box 1 of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The examiner after fully considering applicant’s Request
for Rectification of an obvious error, will notify applicant of the
action taken on Form PCT/IPEA/412. Since the space provided
is limited, supplemental sheet(s) should be incorporated when-
€ver necessary.

The tast box, indicating that this rectification with any at-
tachment has been sent o the International Burcau, is checked
when the Request for Rectification has been approved or ap-
proved in part. This box is not checked when the Request for
Rectification has been refused.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at lcast partial signatory authority.

1898.03(a) Preparation of the Written Qpinion
{R-§]

PCT Article 34
Procedure beofore the International Prellminery Examining
Authorlty
Ll 11

(2Xc) The applicant shall recoive st loast one writien opinion from the
Intemational Proliminary Bxamining Authority unlese such Authority consid-
ors that all of the following conditions are fulfilled:

(i) the invention eatisfies the criteria set forth in Article 33(1),

(ii) the intemational application complies with the requirements of this
Treaty and the Regulations in so far as chocked by that Auhority,

(iil) no observations are intended to bs made under Anicle 35(2), lemt

sontence.
LA T
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PCT Rule 66
Procedure before the lnternational Prellminary Examining
Authorlty
60.1 Basis of the International Preliminary Examination

Before the international preliminary examination stants, the applicant may
make mmendments according 10 Article 34(2)(b) and the inermutions] prelimi-
nary examingtion shall initially be directed tothe claims, the description, and the
drawings, as contgined in the intemationel application at the time the inlema-
tional preliminary examination stans,

66.2 First Written Opinion of the lnternational Preliminary Ixamining
Authority

() If the Intemational Preliminary Examining Authority

(i) conniders that the intemational application has eny of the defects
described in Anicle 34(4),

(i) considers that the inlemationsl preliminary examination repon
should be negative in regpect of any of the claims because the invention claimed
theréin does not appear Lo be novel, does not appesr 10 involve an inventive step
(does not appear to be non-obvious), or does not appear to be industrially
applicuble,

(iii) notices that there is some defoct in the form or contents of the
imernational application under the Treaty or these Regulations,

(iv) considers that any smendinent goes beyond the disclosure in the
international application as filed, or

(v) wishes 10 accompany the international preliminary examination
report by observations on the clsrity of the claims, the description, and the
drawings, or the question whether the cluims are fully supported by the
deseription,

the said Authority shall notify the applicent sccordingly in writing. Where
the national lsw of the national Office acting as International Preliminary
Lxamining Authority does not aflow multiple dependent claime to be drafted in
& manner different from tha provided for in the second and third sentences of
Rule 6.4¢x), the Intemational Preliminary Exsmining Aunthority may, in case of
fuilure 1o use that manner of claiming, apply Anticle 34(4)(b). In such case, it
shall notify the applicant accordingly in writing,

(b) The notification shall fully state the ressons for the opinion of the
Internationsl Preliminary Examining Authority,

(¢) The notification shell invite the applicant 1o subinit & written reply
together, where appropriste, with amendments,

(d) The notfication shall fix avne limit for the reply. The time limit shall
be reasonable pnder the circomatences. I8 ghall normally betwomonths after the
date; of notification. In no cage shall it be shorter then one month sfter the naid
date, It shell be at least two months after the said date where the intemational
search report is transmitted at the same time &3 the notification. In no ceae shall
it be mare than three months after the said date.

(2112
37 CIFR 1.484 Conduct of International pretimingry examination

(%) An intemationgl prefiminary examination will be conducied to fornu-
late & non-binding opinion as to whether the claimed invention has novelly,
involves an inventive step (is non-obvious) and is industrially appliceble.

(h) No intemational preliminary examinstion report will be established
prior to issusnce of an international search repor.

() Mo intermational preliminary examination report will be conducted on
invemions not provionsly searched by an Imemational Searching Aushority,

() The Interational Preliminery [xamining Authority will establish &
writien opinion if any defeet exirts or if the claimed invention lecks novelly,
inventive step or indusirial spplicability and will set e non-cxtendable time limit
in the written opirion for the applicant o respond.

() If no written opinion under paragraph (1) of this section is necessary,
orafter any writlen opinion and the response thereto or the expiration of thetime
limit for response 10 such writtens opinion, an inlemational preliminery orami-
nation repont will be established by the Intemationsl Preliminary Examining
Authority. One copy will be submitted 10 the Intemationsl Boreau und one copy
will be submitted to the applicant,

(1) An applicant will be penmitted a personal or telephone interview with
the ex:aniner, which must be condueted during the non-cxtendable time limit for
response by the applicant to 8 wrtten opini-m. Additonal interviews ma- be
conducted where the examiner detenmines that such additional imerviews iy
be helpful in advancing ihe intemationsl preliminary examination procedure, A
sunmmnary of any such personal or telephone interview must be filed by the
applicant as a pant of the response to the written opinion os, if applicant files no

Rev. §, July 1987
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responise, be made of recond in the file by the examiner.

If the examiner:

1. considers that the international application has any
of the defects described in PCT Article 34(4);

2. considers that the report should be negative with
respect to any of the claims because of a lack of novelty,
inventive step (non-obviousness) or industrial applicability;

3. notices any defects in the form or contents of the
international application under the PCT;

4. considers that any amendment gocs beyond the
disclosure in the international application as originally filed; or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or (o question whether the
claims are fully supported by the description;

The applicant must be notificd on Form PCT/IPEA/408 of
the defects found in the application. The examiner is further re-
quired to fully state the reasons for his or her opinion (PCT Rule
66.2(b)) and invite a writien reply, with amendments where ap-
propriate (PCT Rule 66.2(c) setting two or three months time
limit for the reply.

WRITTEN QPINION

The following identifying information is placed oa the first
page of the Written Opinion Form PCT/IPEA/408.

Applicant’s address -usually the attorney's address taken

from thc umrnauomal upphumon file wrapper.
; ¢ - this is the
applicant’s or agent's application reference (or docket number)
which is composed of cither letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCTAPEA/401.

luernational Application Numbeg - this is the 14 digit PCT
application serial number as stamped and typed on the interng-
tional application file wrapper and may also be found on the first
page of the Demand, Form l’("l‘/lPEAM()l

International Filing Date - this és the filing date printed on
the international application (ile wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicans (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box 11 of the Demand, Form PCT/IPEA/401.

Regeiving Qffice - this is the Office with which the appli-
cation was first filed, identificd on the first page of the Demand
as RO/US, RO/BR for Brazil, RO/BB for Barbados, ctc. This
will usually be the United States Receiving Office identificd as
RO/US.

Priority_Date Claimed - this is the date of an carlier
application of which the priority is claimed under PCT Rule
4.10. This information is typed on the international application
file wrapper and can be found in Box VI of the Request Form
PCT/RO/01.

» x Eqle U

WRITTEN OPINION

‘The examiner should insert the words " first” or "second” ,
as the case may be, in the space provided in the box below the
notation WRITTEN OPINION.
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ITEM 1. BASIS OF OPINION

Applicant has two opportunitics to amend the international
application prior to international preliminary ¢xamination,
Under PCT Article 19 the applicant is entitled to onc opportu-
nity 10 amend the claims of the interational application by
filing amendments with the International Burcau within two
months of the mailing of the Intemational Scarch Report.
Applicant is also permitted to make amendments before the
International Preliminary Examining Authority under PCT
Article 34(2)(b) and PCT Rule $6.1. However, this right is lim-
ited to the time of the filing of the Demand for Intemational Pre-
liminary Examination by 37 CFR 1.485.

Initem I, the first box is checked if the international appli-
cation remains as originally filed, i.c., with no amendments.

The second, third and/or fourth boxss are checked, as ap-
propriate, if the application has been amended under PCT
Article 19 and/or PCT Rule 66.1 and the U.S. rules. Verify any
changes to the intemational application in the spaces provided.
Proceed with the examination and the preparation of the Written
Opinion of the application as amended.

Check the last box in Item Tif it has been determined that
any amendment goes beyond the disclosure in the international
application as originally filed (contains “new matter”) and
proceed to cestablish the Written Opinion as if the amendment
had not been made. The Written Opinion should also indicate in
Paragraph V the reasons why the amendment gocs beyond the
original disclosure. (Rule 70.1(c)).

ITEM II. NON-ESTABLISHMENT OF OPINION
ON NOVELTY, iINVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY

ltem 11, of Form PCT/IPEA/408, is intended 10 cover the
situation where claims of an application are so defective thatthe
question of novelty, inventive step (non-obviousness) and in-
dustrial applicability cannot be considered. This should seldom
oceur.

Check box 1 if all claims of an application are so defective
that no meaningful examination can be performed as 1o the
novelty, inventive step (non-obviousacss) and industrial appli-
cability.

Check box 2 where only some of the claims of an applica-
tion arc defective and cannot be examined as o novelty, inven-
tive step (non-obviousness) and industrial applicability or
where there has been no international scarch for the only
invention currently claimed in the international application,

The remaining unnumbered boxes in Hem 1 are for indicat.-
ing those claims which have specific defects under PCT Rulcs,
such as PCT Rules 6.4, 66.2(a)(v), and/or 67.1.

For exanple, check the first unnumbered box under
box 2 if it is found that certain claims of an international
application relate Lo subject matter for which no examination on
the merits is required. Any subjectmatter thatis examined under
the ULS. national procedure should also be examined in interma-
tional applications

Check the second and third unnumbered boxes, respec-
tively, if it is found that the description, claims or drawings are
so unclear, or the claims are so inadequately supported by the
description, that no full opinion can be formed as to novelty,
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inventive step or industrial applicability of the claimed inven-
tion (PCT Rule 66.2(a)(v)). When box 1 or 2 of item I is
checked, reasons why no examination was given must be given
under items V or VI of Form PCT/IPEA/408.

Form paragreph 18,25
Indefinite clalmsa
Cleim [1] objected to as indefinite under PC'T Anticle 6 for lack of
clarity. (2}

EXAMINER NOTE:

1. ‘This form is analogous to & 35 U.S.C.112, second paragraph rejection.
However, romember in an intemmationel application undergoing lntemational
Preliminary Examination, that the claims are never rejected nor is the patenta-
hility or lack thereof discussed.

2. In bracket [2] explain the lack of clarity.

Form paregraph 18.26
Clalms not supported by the disclosore
Claim {1] objected 10 under PCT Anticle 6 because it is not fully
supported by the disclosure. {2]
EXAMINER NOTE:
1. In bracket [2) explain the deficiancy i the disclosure.

Form paragraph 18.27
Inadequate description
"The description of the invention does not satisfy PCT Article 5 inthat
the invention must be disclosed in s« manner sufticiemly clear and complete to
be carried out by a person skilled in the art, [1]
LEXAMINER NOTE:
1. In bracket [ 1] explain why the description is not clear sand complete.

ITEM Iil, NEGATIVE STATEMENT IN REGARD
TO NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY OF CLAIMS

In Item 111, the examiner must list in summary form those
claims that do not meet the criteria of iovelty (N), inventive siep
(18) and/or industrial applicabifity (1A).

An example of this paragraph is as follows:

Claims 1 and 5 (no N)
Claims 1 to 10 (no IS)
Claims 11 and 12 (no 1A).

ITEM IV. CITATIONS AND EXPLANATIONS IN
REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF THE CLAIMS

Item 1V is the focus of the Writicn Opinion, All claims
without fatal defects are treated on the merits in Item IV as (o
novelty, inventive step (non-obviousness) and industrial appli-
cability.

The treatment of claims in Item 1V is similar in format to an
Officeaction in aregular U.S. national patentapplication except
that the words “rejection” and “patentability” arc never used in
8 Written Opinion. On the interngiional level, all Written
Opinions are non-binding and a patent does not issue; what docs
issuc is an International Preliminary Examination Repont
(IPER), which is non-binding on the Elected States.

Examiner statements in Item 1V can be positive and/or
negative. If, for example, claims define over the prior art and
mect the iest of novelty, inventive step (non-obviousness) and
industrial applicability, a simple stsement to this effect is
sufficient. If on the other hand it is the opinion of the examincer
that some or all claims lack novelty, inventive step and/or
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UNITED STATES
FTB‘ BETERNATIONAL PRELIMINARY EXAMINING AUTHORITY (FEAAJS)
John Adams
Adams, Baker and Charlie
1200 Marina Drive

Baltimore, Maryland 20820 WRITTEN OPINION

{asoed pusesand o PCT Rulee 66.2or 66.4 (o)

FDATE OF MALLING by the isemationsl Preliminary
Inacrite NAME wnd ADDRESS of the AGENT wd If Ruamining Authority
thers ia no sgent, of the APPLICANT I"APPLICANTS OR AGENT'S FILE REFERENCE
S — CMC=123
IDENTIFICATION OF THE INTERNATIONAL APPLICATION
Tntemetional Applicaiion No. Tematonsl Filing Deis
PCT/US87/88888 06 July 1987 (06.07.87)
Appiicant (Reme)
Columbia Marine Corporation
“Raceving O ice Felontty Dais Claimed
RO/US 15 July 1986 (15.07.86)
WRITTEN OPINION

wWith ﬁf!csfnce to the above-ldentified International application,this constitutes
the £1r@ first, etc,) wtitten opinion by thisz International Preliminary
Examining Authority.

1. BASIS OF OPINION
The examinstion ls being carrled out on the following application documents:
the application documents as filed
description, pages 1-20 , @3 originally filed
deSCLiPLiON) PBYES e ¢ £1108 With your letter of
LBB

claim(s) 8 , &6 originally filed
claim(s).2. 8nd 10 , filed with your letter of 15 February 1
drawinge, sheet/fdg. }wmi , &8 originally fillec

drawings, sheet/f{ig, s flled with your letter of

Thie opinion has beaen eeteblished as if the amendments {ndiceted on the extra
theet have not been mede, since, for the reesons indicated, they have been
considered to go beyond the disclosure ae flled.

11.NON ESTABLISHMENT OF OPINION ON NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY
The question whether the claimed invention appears to be novel, to involve a&n

inventive step (to be non-obvious), and te be industrially applicable will not
for the reasone indicated below be gone into in respect of:

1, !l The above~identifled international aspplication,
2. bk lclaims No-._ue-gp_______”__“(npocify particular claims) .,
[1s£0F bich Do, additional feep, heye pgen paid to the, IFEA

national ep) ation‘ claim
the following subject mattez (3} which does not require an international

preliminary examination. (specify)

O 8 @dal

Ej‘fha description, cleims, or drawings (indlcate particular elements) or
said claime Nos —_— ere so unclear that no meaningful opinien
could be formed(3)

EJ The claims, or eald claime NOS comwvmemccwmena 8LE 8O inudequntuﬁy supported
by the description that no meaningful opinion could be formad!®)

FORM POTAPEAKCD (et shasl) (JANBIARYY 1606 Ban neles n ravensd side
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BeT /USRI /RBAAR

WRITTEN OPINION (continued)

II1I. NEGATIVE STATEMERT IN REGARD TO NOVELTY, INVENTIVE STEP AND INDUSTRIAL
APPLICABILITY OF CLAIMS

The statement under Article 35 (2) should be negative in reepaect of
the claime indicated below. The criterls not setisified in respect of
such cleims are indicated by the letter ebbreviation: N (for Novelty):
IS (for Inventive Step): and IR (for Industrial Applicabllity).

Claim 1, No ¥
Claime 2 to 4, No IS

1v. CITATIONS AND EXPLANATIONS 1IN REGRRD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF CLAIMS

No. of Claim / Relevent Supporting Documents Clted / Explanation
CIaim 1 lacks novelty under PCT Article 33{(2) as being antici-
pated by the patent to KNOOS.

claims 2 and 3 lack an inventive step under PCT Article 33(3)
a8 being obvious over IVERSEN in view of DAW. To mount the
device of IVERSEN in & poeition forward of the keel as taught
by DAW would not involve an inventive mtep.

Claims 4, 5, 9 and 10 meet the criteria set forth in PCT
hrticle 33(2)-(4)

New Citation
Us, &, 4,366,767 KNOOS 04 January 1983 (04.01.83), 8ee figure 1.

FORA PLIAPESMOB (sonend chasi) (Janury 1666 Gee roine o IR0 6idD
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PCT/US87/86888

WRITTEN GPINION (continued)
V.  CERTAIN DEFECTS IN THE INTERNATIONAL APPLICATION

The following defects in the form or contents of the above-identified
internationel epplication under the Treaty or the Regulations have
been noved,

Page 5, line 8, "victor" should be ®*vector®.

In figure 2 of the drawings, the lead line for reference
numeral 6 should be directed to the tiller rather than to
the boom.

vI. CERTAIN OBSERVATIONS ON THE INTERNATIONAL APPLICATION

The following observations on the clarity of the claims, description,
and drawings or on the question whether the claimsz are fully supported
by the description, are notiflied:

VI1. INVITATION

APPLICANT IS INVITED TO SUBMIT A gR!T’I‘EN REPLY ACCOMPANIED, WHERE APPRO-
PRIATE, BY AMENDMENTS'®' wWITHIN_ _EWO MONTHS DRYS OF THE DATE
OF MAILING INDICATED ON THE FIRST SHEET.

Any inquiry concerning this communication ghould be directed
to Stephen Decatur at telephonge number 703-557-3310,

The time limit for response to & Written Opinion will not be
extended, 37 CFR 1.484(d). Any remponse received after the
expiration of the time limit set in the Written Opinion will
not be considered in preparing the International Preliminary
Examination Report.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only: Authorized Officer
Comanises f Patents end Tredemarks ..;!: -
Box Pcélﬁ‘ omer o 4 mﬁﬂ/« D.
Washington, D.C. ATTN: IPEA/US | Stephen Decatur - Primary Examinyr

FORM PCTAPEAY (1t ehest) (donuary 1688)
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industrial applicability, specific reasons for the opinion em-
ploying PCT form paragraphs must be given similar to those
used in U.S. national applications,

Form paragraphs to be used by the examiners appear in the
relevant sections of this Manual, All examiners are expected to
use exclusively the PCT form paragraphs in appropriate situ-
ations in formulating any ncgative statements listed in Item IV,
Sce MPEP §§ 1898.03(2)(2) and (3).

Since the space provided in Item IV on Form PCT/IPEA/
408 is limited, supplemcental sheets typed on plain white paper,
with reference back to ltem IV should be incorporated into the
Written Opinion whenever necessary.

Examiners are encouraged to indicate any amendments
which applicant could present which would avoid a negative
statement in the International Preliminary Examination Report.

All internationai applications where an examination has
been demanded should be searched by the examiner at least o
the point of bring the previous search up to date. Prior ant
discovered in a re-search and applied in an ltem IV statement
must be made of record in Item IV, Prior art already cited on the
International Search Report need notagain be cited on the Writ-
ten Opinion or International Preliminary Examination Report.
The subscquently discovered prior art is to be cited in compli-
ance with PCT Rule 43.5 and Administrative Instructions Scc-
tion 503 using the same citation format used on the International
Search Report. See M.P.E.P. §1863. Sec § 1898.03(a)(1) for
definition of prior art 1o be considered.

Form paragraph 18.32
Clalmsg that meet test of novelty, Inventive step and Indoestrial
applicabliity
Claim [1] meets the criteria aet out in PCT Anticle 33(2)-(4).
EXAMINER NOTE:
1. 'This form paragraph is used in ftem IV of form PCTAPEA/408 10
indicate those claims that define over the prior art.

ITEM V. CERTAIN DEFECTS IN THE
INTERNATIONAL APPLICATION

In Item V, defects in the form and content of the interna-
tional application are identificd.
Examples of defects that would be listed in Item V arc:
1. Informalitics such as misplaced and/or omitied
drawing numecrals, misspelied words, grammatical errors, clc.
2. An amendment to the drawings, description or
claims not filed with the Demand, unless it is an amendment (o
the claims under PCT Article 19 which was timely filed with the
International Bureau or in response o a Writien Opinion,
3. Improper multiple-dependent claims (PCT Rule
6.4).
4, Defects detected by the PCT Branch that are trans-
mitted with the application to the examiner for inclusion in ftem
V.

Form paragraph 18,3}

Digclosure objected (o, Minor Informaslities

The disclosure is ohjected to beennse of the following informalitics: [1).
Appropriate correction is requesicd.

EXAMINER NOTE:

1. This form paragraph is used in Item V of Form PCT/APEA/K 8 1o point
out minor informalities in the discloswre,
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ITEM VI. CERTAIN OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

In Item VI, the examiner notifics the applicant of observa-
tions made as to the clarity of the claims, the description, the
drawings or on the question whether the claims are fully
supported by the description.

If the claims, the description or the drawings are so unclear,
or the claims are so inadequately supported by the description,
that no meaningful opinion can be formed on the question of
novelty, inventive step (non-obviousness) or industrial applica-
bility, the applicant is so informed in Item VI (PCT Article
34(4)(a)(ii). Reasons for the examiner’s opinion that the claims,
description and drawings, clc., lack clarity must also be pro-
vided.

If theabove situation is found toexistincertain claimsonly,
the provisions of PCT Article 34(4)(ii) shall apply w0 those
claims only,

If the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possibie to form a
meaningful opinion on the claimed subject matter, then it is
required that the examiner consider the claims and render a
Written Opinion on novelty, inventive step, and industrial
applicability in Item 1V of Form PCT/IPEA/408.

Since the claims of an international application are not sub-
jectto arejection on cither art or indefiniteness consistent with
U.S. practice, observations by the examiner with regard to
clarity of the claims, the description and the drawings will be
wreated in the form of anobjection inthe Written Opinion in Item
VL

ITEM VII INVITATION

Item VII is an invitation by the International Preliminary
Examining Authority (IPEA) 1w applicant o reply to the
cxaminer's Written Opinion. A two month time limit to respond
1o the Written Opinion should normally be set, although a 3
month time limit may be set where the time limit for reply ends
prior to the expirgtion of 25 months from the priority date.

Form paragraph 18.35

Name and telophone number of examiner to be contacted

Any inquiry conceming this communication should bs directed to

{1] at telephone number 703-121.

EXAMINER NOTE:

1. "This paragraph should be inserted in the “INVITATION™, Item VII of
all Written Opinions,

2. In bracket [1], the exeminer 1o be contacted first is the sxaminer who
prepared the Written Opinion,

Form paragraph 18.36 must be employed in Item VI of
every Written Opinion.

Form paragraph 18,36

No extensions of time limit to respond to the Writien Opinioa

‘The time limit et for response to & Written Opinlon mey not be

extended, 37 CER 1.484(d). Any response received after the expiration of the
time limit set in the Wrinten Opinioa will not be considered in preparing the
Intemational Preliminary Examination Repon.

EXAMINER NOTE:

1. ‘This. forn. paregraph.must b employed in Iem, V1L the “INVITA-
LION', of each Wiritten Opinios,

AUTHORIZED OFFICER
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Every Writien Opinion must be signed by an examiner
having at least partial signatory authority.

The first document preparcd by the cxaminer in most
international applications during the international preliminary
cxamination proceedings will be the Written Opinion, Only in
those international applications where all the formal matiers are
proper and the claims are dirccted o inventions which have
novelty, inventive step and industrial applicability will an
international preliminary examination report be established
without & Written Opinion having be issucd first.

1898.03(a)(1) Prior Art under Chapter 11
[R-5]

PCT Article 33
The Internationsi Prollminary Fxamination

L3111

(6) The intemational preliminery examination shall take into considera-
tion all the documents cited in the intemationsl search repori. It may ke into
considoration any additional documents considered to be relevant in the particu-
lar case.

PCT Rulc 64
Prior Art for International Prellmingry Examingtion

64.1 Prior Art

(a) VFor the pusposes of Article 33(2) snd (3), everything mado available
to the public anywhers in the world by means of writien digclosure (inchiding
drawings and other illustrations) shall be congidered prior ant provided thet such
making availeble occurred prior wo the relevant date,

(b) Yor the purposes of paregreph (), the relovant dute will be:

(i) subject to e (i), the intemationsl filing dete of the Intemational
application under intemational preliminary examination;

(i) where the imemational application under international prolimi-
nary examination validly claims the priority of an cartier application, the filing
date of such carlier epplication.

64.2 Non-Written Disclosure

In cases whera the making availabls 1o the public occurrad by means of en
ors! disclosure, use, exhibition or other non-written means (“non-written
disclosure™) before the relevant dute ss defined in Rule 64.1(b) and the daie of
uch non-written disclosurs s indicated in & written disclosurs which hes been
made svailable to the public efier the relevant dats, the non-written dirclosure
shell not be considered pert of the prior art for the purposes of Article 33(2) and
(3). Nevenheless, the intemational preliminary examination report ghall call
stisntion to such non-written disclosure in the manner provided for in Rule 70.9.
64.3 Certain Published Documents

In cuses where any application or sny pment which would constitute prior
et for the purposes of Article 33(2) snd (3) had it been published prior (o the
relevant date reforred 10 in Rufe 64.1 was published, aa such, sfter the relevant
dute but was filed esrlier than the relevant date or claimed the priority of an
eurlicr application which had been filed prior to the relevant dase, such published
spplication or patent shall not bs congidered pant of the prior &nt for the purposes
of Anticle 33(2) and (3). Nevertholess, the imemational preliminery examina-
tion report shali call attention 10 such application or patent in the manner
provided for in Rule 70,10

The relevam daie for the purposs of conridering prior an is defined in PCT
Rule 64.1(b) as the interational filing date or, whoro the intsrnstional applics-
tion comtaing a valid claim for priurity, that dmte of priosity.

In canes where any application or ey patent which would constitute prioy
ariforthe purpose of intemations! preliminary exemingnon antothe novelty sad
inventive step (non-obviousness) was published on or after the relevant date of
the internationa! application under consideretion but was filed carlier than the
relavant date or cleimed the priority of en carlier epplication which was filed
prior to the relevant dete, the published application or patent is not 10 be consid-
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ered part of the privr ert for the purpose of intemational preliminary exemine-
tion ux 10 novelty and inventive step. Neverthaless, those documents are to be
tisted on Borm PCTAPEA/A4O under the heading “CERTAIN PUBLISHED
DOCUMBNTS™.

1898.03(a)(2) Novelty under Chapter Il [R-5]

Novelty is defined in PCT Arnticle 33(2).

PCT Article 33
The International Preliminery Examination
L2214
(2) For the purposes of the intermational preliminary examination,
claimed invention shall be considered novel if it is not anticipated by the prior
art as dofined in the Regulations.
(122 1]
Form peragraph 18.21
Novalty
Claim [ 1] fack(z) novely undor BCT Anicle 33(2) #s being [2] by
13

EXAMINER NOTE:

1. This form paragraph is the equivalent of & 35 U.S.C. 102 rejection.

2. In bracket (2], insert “cloarly anticipaied”, or insant “anlicipated” and
add an explanation &t the end of the paragraph.

3, In bracket {3], insert the prior art relied upon.

1898.03(a)(3) Inventive Step under Chapter 11
[R-§]

Inventive step is defined in PCT Article 33(3)

PCT Avtlcle 33
The International Prellminery Examination
LI 11 1]
(3) For purposes of ths intemational preliminary examination, &
claimed invention shall bes considered 1o Involve an inveniive atep if, having
regard to the prior en as dsfined in the Reguletions, it ie not, at the prescribed

rolevant date, obvious 10 & person skillad in the ant.
whhen

PCT Rule 65
Inventlve Step or Non-Obvloesness
65.1 Approach to Prior Art

For the purpoacs of Anticle 33(3), the intemationel preliminery examina-
tion shali 1ake into consideration the relation of any particular cleim to the prior
ari 88 a whole. It shall take into congideration the claim’s relation not only to in-
dividual documents or parts theroof teken separstely but also lte relation to
combinations of such documents or parts of documents. where such combina-
tions are obvious to a person ekilled in the ant.

65.2 Relevant Date

Vor the purposes of Article 33(3), the relovent date for the consideration
of inventive step (non-obviousnees) is the date prescribed in Ruls 64.1.
Form persgreaph 18.22

Inventlve Step (non-obviousnens)

Claim [ 1] lack(s) an inventive step under PCT Anicle 33(3) as
heing obvious over |2},

EXAMINER NOTE:

1. This form paregraph ie used when the claim(z) sre readered obvicus in
view of the prior e,

2. In bracket [2], insert the prior ent relicd upon end explain how it is
applied to the cleimed subjoct matter. If the prior art applied is & combination
of references, explain how they are obviously corabined 1o show lack of lnven-
tive siep.
torm paragreph 18.23

Inventive Step (ebviousness), further explanstion

Claim [ 1] lacke an inventive stepunder PCT Anticle 33(3) ar obvious
over [2] in view of (3] as applied in the above paragraph, fusther in view of {4).
IXAMINER NOTE:
1. See the HXAMINER NOTR in paragraph 18.22 ahove,
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1898.03(a)(4) Industrial Applicability under
Chapter 11 [R-§]

Industrial applicability is defined in PCT Article 33(4).

PCT Arvticie 33
The Internstions) Prefiminary Examination

L2211 ]

(4) For the purposes of the imemational preliminary examination, &
claimed invention shall be considered indusirially applicable if, sccording toits
nature, it can be made orused (in the wechnological sense) inany kind of industry.
“Industry” shull be understood in its brordest senss, as in the Paris Convention
for the Protection of Industrial Propenty,

L1212

Form puragraph 18.24

Industrial applicability

Claim { ] lack(s) industrial applicability as defined by PCT Article

33@4). (2]

EXAMINER NOTI;:

1. This form paragraph is ured when tho claim(s) define en invention that
cannot be made or used (in the technologicsl sense) in any kind of industry.

2. In bracket {2, identify the appropriats basis for steting that the claims
lack industriel applicability.

1898.03(b) Response to the Written Opinion
[R-5]

PCT Artlcle 34
Procedure heforg the Internationel Prellminary Exeminlng
Authority
wEREN
(2)(%) The epplicant shall have a right 10 communicats orally end in
writing with the International Preliminary Ixamining Authority,

(b} The spplicant shall have & right 1o amend the claims, the
description, and the drewings, in the prescribed manner and within the pre-
seribed time fimit, befure the imtemationaf preliminary examination report is
established. The amendment shall not go beyond the disclosure in the intema-
tione! application as filed.

B

(¢) The spplicant may respond to the writlen opinion.
ALl 1]

PCT Rule 66
Procedure before the Internatlonel Preilminary Examining
Authority
L4111

66.3 Formal Responye o the International Preliminary Examining Authority

() The applicant may respond to the invitation referred to in Rule 66.2(c)
of the Intemational Prelisninery Examining Authority by making emendments
or - if he dissgreos with the opinion of thet Authority - by submitting arguments,
&8 the case may be, or do both,

() Any response shall be subminted directly to the Intemational Preimi-
nary Haumining Authority.

L1111

66.5 Amendment

Any change, other thin the rectificstion of obvious ervors, in the claims,
the description, or the drswings, including cencellation of clalms, omission of
pasiagos in the description, or omission of certain drawings, shall be considered
an smendment.
66.6 Informal Communication with the Applicant

The International Preliminary Hxamining Anthorily mey, at any time,
commmicate informally, over the telephone, in writing, ur throngh personal
interviews, with the gpplicant. T'he said Authority shall, st ite discrerion, docide
whether it wishes 10 grant mone than one personal interview {f s0 requested by
the spplicant, or whether it wishos 10 reply (0 sny infonmal written communics-

tion from the applicen.
LI 1]

1800-113

1898.03(b)

66.8 Form of Amendmenis

() The epplicant shall ba required to submit a replacement sheet for every
sheet of the intemational application which, on account of an amendment,
differ from the sheet originelly filed. The letter accompanying the replacement
sheots shall draw attention to the differences beiween the repluced sheets and the
replacoment sheets. Tothe extent thet eny amendment results in the cancellation
of an entire sheet, that amendmont shall be communicated in 8 letier,

(b) [Deloted)
60.9 Language of Amendmants

If the international application has been filed in a langusge other than the
language in which it is publighed, any amendment, as well es any letter referred
to in Rule 66.8(s), shall be submitied in the languags of publication.

37 CFR 1.485 Amendments by applicant during International
prelimlaary examination.

‘The applicant may meke emendinents at the time of filing of the
Domend and within the time limit set by the Intemational Preliminery Examin-
ing Authority for response to eny writien opinion. Any such amendments
must -

(1) be mede by subminting s roplacemen sheet for cach ghest of the
spplication which differs from the sheet it ropleces unless an entire sheet is
cencelied and

(2) include & doscription of how the replecement sheet differs from the
roplaced sheot

If &n amnendment cencels an entire shest of the intemational spplication,
that amendinent shalt be communicsted in a lstior.

RESPONSE OF APPLICANT TO THE WRITTEN
OPINION

All amendments in response to a Written Opinion must be
received within the time limit set for response in order to be
considered in the International Preliminary Examination Re-
port. 37 CFR 1.484(d) does not allow for extensions of time to
respond to a Written Opinion, therefore, any amendment re-
ceived after the time limit is treated as if the amendment had not
been made.

Any change, other than the rectification of obvious crrors
in the claims, the description, or the drawings, including the can-
cellation of claims, omission of passages in the description or
omission of certain drawings, will be considered an amendment
(PCT Rule 66.5). The Patent and Trademark Office when acting
as the Intemational Preliminary Examining Authority will not
accept any non-English applications or amendments.

Any amendments to the claims, the description and the
drawings in response to a Written Opinion must (1) be made by
submitting areplacement sheet for every sheet of the application
which differs from the sheet it replaces unless an entire sheet is
cancelled and (2) include a description of how the replacement
sheet differs from the replaced sheet in accordance with PCT
Rule 66.8.

In the particular case where the amendment cancels claims,
passages in the description or ceriain drawings resulting in the
cancellation of an entire sheet, the amendment must be submit-
ted in the form of a letter cancelling the sheet (PCT Rule
66.8(s)).

Replacement sheets must be in typed form.

Any paper submitted by the applicant, if not in the form of
aletter, must be accompanied by a letter signed by the applicant
or agent (PCT Rule 92.1).

The examiner should make sure that amendments filed in
accordance with the PCT, which are necessary to correct any
deficiencies notified to the applicant, do not go beyond the
disclosure of the international application as filed, thus violating
PCT Article 34(2)(). In other words, no amendment should
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contain matter that cannot be substantiated by the application as
originally filed. Ina situation where new matter is introduced by
amendment in response to a Written Opinion, the International
Preliminary Examination Report will be established as if the
amendment had not been made, and the report should so
indicate. It shalt also indicate the reasons why the amendment
goes beyond the disclosure (PCT Rule 70.2(¢c)).

INTERVIEWS

The examiner or applicant may, during the time limit for
response 1o the Written Opinion, request a telephone or personal
interview. Only onc interview is a matter of right, whether by
telephone orinperson. Additional interviews may be authorized
by the examiner in a particular intcrnational application where
such additional intervicw may be helpful to advancing the
international preliminary examination procedure.

All interviews of substance must be made of record by
using USPTO Form PTQL.-413.

If the applicant desires to respond to the Written Opinion,
such response must be filed within the time limit set for
response, No extensions to the time limit will be considered or
granted. If notimely response is received from the applicant, the
international preliminary examination report will be established
by the examiner, treating cach claim substantially as it was
treated in the Written Opinion.

The applicant may respond to the invitation referred to in
Rule 66.2(c} by making amendments or, if the applicant dis-
agrees with the opinion of the authority, by submitting argu-
ments, as the case may be, or both (PCT Rule 66.3).

The United States rules pertaining Lo international prelimi-
nary examination of international applications provide for a
second Written Opinion if time permits,

If applicant docs not respond to the Written Opinion, the
International Preliminary Examination Report will be prepared
in time for forwarding to PCT Central in finished form by 27
months from the priority date,

Any responsc Lo a Writlen Opinion that is received after the
expiration of the set time period is not timely and will notbe con-
siderced in preparing the Interational Preliminary Examination
Report (IPER).

1898.04(a) Preparation of the International
Preliminary Examination Report [R-5]

PCT Article 38
The Internationsl Preliminary Examination Report

(1) The intemational preliminary examination report shell be established
within the prescribed vime limit and in the prescribed formn,

(2) The imemational prelimingry examination report shall not contain sny
statemient on the question whether the cleimed invention is or seems to be
patentsbic or unpetentable according to any axtionsl law, {1 shall tate, snbject
1o the provisions of paragraph (3), in relation o cach claim, whether the claim
sppenrs 10 satisfy the criteris of novelty, inventive step (non-obviousness), and
industrial applicability, ss defined for the purposes of the intemational prelim-
nary examination in Anticle 33(1) to (4). The stateinent shall be sccompanied by
the citation of the documents believed to suppor the stated conclusion widh such
cxplunations ag the circumstances of the case may require, The statement shall
ulso be accompanicd by such other observation as the Regulations provide o,

(3)() 1f, a1 the time of establishing the internationsl preliminary exa: -
nution repors, the Intemational Preliminary Examining Authority considess that
any of the situstions referred to in Article 34(4)(a) exists, that report shall stale
this opinion and the veasons therefor, It shall nol contain any gatement as
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provided in paragraph (2).

(b) If u situation under Asticle 34(4)(b) is found to exist, the intema-
tional preliminary examination repor shall, in relation 1o the claims in question,
coutsin the statement as provided in subparagraph (a), wheress, in relation o the
other claims, it shall contain the statement as provided in paragreph (2).

PCT Rule 70
The International Prellminary Examination Report
70.1 Definition

For the purposes of this Rule, “report” shall mean intemational prelimi-
nary examination report.
70.2 Basiv of the Report

(a) If the claims have been smended, the repont shall issue on the claims
as amended,

(b) If, pursuant to Rule 66.7(a) or (b), the report is established as if the
priority had not been claimed, the report shall so indicate.

(c) If the Intemational Preliminary lixamining Authority considers that
any amendment goes beyond the disclosure in the intemational application as
filed, the report shall be established as if such emendment hed not been made,
and the report shall so indicate. It shall also indicate the reasons why it considers
that the amendment goes beyond the said disclosure.

70.3 ldentification

"The report shell identify the International Preliminary Examining Author-
ity which eswsblished it by indicating the name of the Auhority, and the
intemational spplication, by indicating the internationsl applicetion number,
the name of the applicant, the name of the receiving Office, and the international
filing date,

70.4 Dates

The report shall indicate:

(i) the date on which the demand was submitied, and

(ii) the date of the repost; that date shall be the dste on which the
report is completed.

70.5 Classification

() The repont shall repeat the classification given under Rule 43.3 if the
Intemational Preliminary Examining Authority agrees with the classification.

(b) Otherwise, the Imemational Preliminary Examining Authority shsll
indicete in the repon the classification, at lcast according 1o the International
Patent Classificetion, which it conaiders correct.

T0.6 Statemens under Article 35(2)

(1) The statement referred 10 in Anticle 35(2) shali consist of the words
"YES" or “NO™ or their equivalent in the language of the repont, or some
appropriate sign provided forin the Administrative Instructions, and shill be ac-
companied by the citations, explanations and ohservations, if eny, referred to in
the last semence of Anticle 35(2).

(b) If any of the three criteria referred to in Article 35(2) (that ig, novelty,
inventive step (non-obviousness), industrial applicability) is not satisfied, the
statement shall be negative. If, in such a case, any of the criteris, tzken
separately, is satisfied, the report shall specify the criterion or criteris so
satisfied.

70.7 Citations under Article 35(2)

(8) The repont shall cite the documents considered to be relevant for
supporting the statements made under Article 35(2).

(b) The provisions of Rule 43.5(b) and (c) shall apply also to the repon.
70.8 Explanations under Article 35(2)

The Administrative Instructions shall contein guidelines for csses in
which the explanations referred to in Article 35(2) should or should not be given
«nd the form of such explanations. Such guidelines shall be based on the follow-
ing principles:

) (i) explanations shall be given wheanever the stetement in relation to
any claim is ncgative;

(ii) explanation shall be given whenever the statement is positive
unless the reason for citing any docuinent is casy to imagine on the basis of
consultation of the cited document;

(iit) generally, explanations shall be given if the case provided for
in the last sentence of Rule 70.6(b) obtains.

70.9 Non-Written Disclosures

Any non-wrilien disclosure referred 10 in the report by viriue of Rule 64.2
shall be mentioned by indicating its kind, the date on which the written
disclosure referring to the non-wrilten disclosure was made available 1o the
public, and the date on which the non-written disclosure occurred in public.

1800-114
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70.10 Certin Published Documents

Any published application or pateni referred 10 in the report by vintue of
Rule 64.3 shall be mentioned as such and shall be accompanied by an indication
of the date of publication, of its filing date, und it claimed priority date (if any).
Inrespect of the priority date of any such document, the report may indicate that,
in the opinion of the Intemational Preliminary Examining Authority, such date
has not been validly claimed.
70.11 Mention of Amendmentys

If, before the International Preliminary Examining Authority, smend-
ments have been made, this fact shall be indicated in the report. Where any
amendment has resulted in the cancellation of sn entire sheet, this fact shall also
be specified in the report.
70.12 Mention of Certain Defects

If the Inemational Preliminary Iixamining Authority considers that, at the
time it prepares the report:

(i) the intemational spplication containg any of the defects referred
10 in Rule 66.2(u)(iii), it shall include this opinion and the reasons therefor in
the report;

(i) the international application calls for any of the observations
referred to in Rule 66.2(a)(v), it may include this opinion in the report and, if it
does, it shall also indicate in the report the reasony for esch opinion.

70.13 Remarks Concerning Unity of Invention

If the applicant paid addiiional fecs for the intemutional preliminary
examination, or if the intemational spplication or the intemational preliminary
examination was restricted under Anticle 34(3), the report shall so indicate,
Furthenmore, where the internationsl preliminary examination was carried out
on restricted claims (Article 34(3)(#), or the main invention only (Article
34(3)(c)), the repori shall indicate what parts of the interational spplication
were and what parts were not the subject of international preliminary examina-
tion.
70.14 Signature

The report shall be signed by an awhorized officer of the Internastional
Preliminary Examining Authority.
70.15 Form

‘The physical requirements a8 10 form of the repon shull be prescribed by
the Administrative Instructions.
T0.16 Annexes of the Report

If the cleims, the description, or the drawings, were amended before the
Intemationa! Preliminary fixamining Authoriiy, cach replacement sheet under
Rule 66.8(s) shall be annesed to the report. Replacement sheets superseded by
later replacement sheets and letters under Rule 66.8(a) shall not be annexed.
T0.17 Languages of the Report and the Annexes

(&) The repont and any anncx shall be in the Ianguugc in which the
iniernationa! application 1o which they relate is published.

(b) [Deleted]

Adminlstratlve Instrections Section 604
suidelines for Explanations Contgined in the International
Preilminary Examination Report

Explanations under Rule 70.8 shall clearly point out to which of the three
criteria referred to in Arnticle 35(2), taken separately, any cited document is
appliceble and shall clearly describe, with reference to the cited documents, the
reasons supporting the conclusion thal eny of the said criteria is or is not
sutisfied.

After examination of the international application, if
there arc no negative statements and/or negative comments for
Form PCT/IPEA/08, then the only statement that will issuc
from the International Preliminary Examining Authority will be
the International Preliminary Examination Report (IPER),

The International Preliminary Examination Report is
established on PCT form PCT/IPEA/409,

ESTABLISHMENT OF THE INTERNATIONAL
PRELIMINARY EXAMINATION REPOR

Forms PTO/IPEA/409

1800-115

1898.04(a)

The following identifying information will be placed on the
first page of the International Preliminary Examination Report,
Form PCT/IPEA/4(9 and Transmittal Letter PCT/IPEA/416:

Applicant's address - usually the attorney's address taken
from the front of the mlcm.monal apphcauon file wrapper.

plicant’s rent's e - this is the
apphcanl soragent’s dpphcauon reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
cnce may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.
jon: icati - this is the 14 digit PCT
application serial number as stamped and typed on the intema-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

Intemational Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401,

Recciving Office - this is the Office with which the interna-
tional application was filed, identified on the first page of the
Demand as RO/US, RQ/BR, RO/BB, etc, This will normally be
the United States Receiving Office, identificd as RO/US.

Priority Date Claimed - this is the date of an carlier appli-
cation of which the priority is claimed under PCT Rule 4.10.
This information is typed on the international application filc
wrapper and can be found in Box VI of the Request (Form PCT/
RO/101).

Applicant (Name) - this is the first named applicant as sct
forth on the international application file wrapper and may also
be found in box IT of the Demand, Form PCT/IPEA/401.,

BASIS OF REPORT

The Iniernational Preliminary Examination Report will be
cstablished on the basis of any amendments, rectifications,
priority and/or unity of invention holdings and shall answer the
questions concerning novelty, inventive step and industrial
applicability for cach of the claims under examination.

Amendments and/or rectifications

In completing form PCT/IPEA/409, the examiner should
first indicate any amendments and/or rectifications of obvious
crrors taken into account in establishing the International Pre-
liminary Examination Report. The amendments and/or rectifi-
cations should be indicated by references to the dates on which
the amendments and/or rectifications were filed. Amendments
and/or rectifications filed but not taken into account in the
cstablishinent of the Report (¢.2., an amendment not taken into
account because the amendment went beyond the disclosure of
the international application as filed or a rectification that is not
considered o be merely a correction of an obvious error) are
then indicated separately. The replacement sheets (but not
replacement sheets superseded by later replacement sheets) or
letters cancelling sheets under PCT Rule 66.8(a) are included as
an annex to the Report,

The final Report package when sent to the PCT Branch for
mailing must include copies of all amendments and rectifica-
tions entered and any cover letters to those amendments,
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UNITED STATES
|TO ENTERNATIONAL PRELBINARY BXAMINING AUTHORITY (FEARS)
John Adame

hdams, Baker and Charlie

1200 Marina Drive
NOTIFICATION OF TRANSMITTAL OF
Baltimore, Maryland 20820 INTERNATIONAL PRELIMINARY EXAMINATION REPORT
iseund pursent to PCT Ruls 71.1

DATE OF MAILING by the leemational Preliminary

Inscrite NAME end ADDRESS of ths AGENT end If Baamining Authority
there ks o egens, of tha AFPLICANT APPLICANT'S OR AGENT'S FIL3 REFGRENCE
— o— CMC=123
IDENTIFICATION OF THE INTERNATIONAL APPLICATION
frasmations! Application No. Tnisenetioens)
PCT/USB7/888868 06 July 1987 (06.07.87)
Applican! (Nama)
Columbia Marine Corporation
NOTIFICATION

The applicant ls hereby notifled that this International Preliminary
Examining Authority trensmits herewlth the international preliminary
examinat ion raport and ite Ennexes, if any, estebllished on the above-
identified internationel application,

The attention of the applicant is drawn to the reminder contained in
form PCT/IB/332, which he received from the International Bureau,
concerning the time limits within which he must perform certeln acte
before each elected Offlce.

A copy of the report and its annexes, 1f &ny, has this same day also
been transmitted Lo the Internstional Bureeu,

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only: Anthoriaed Officar
o lioner of Pera nd Trndemcks Stigler, Dz
Washington, D.C. 30231 ATTN, FBANS
i AU Stephen Decatur =Primary Examiner

FORME PCYIRE 4618 (Serusry 10508)
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PATENT COOPERATION TREATY
INTERNATIONAL PRELIMINARY EXAMINATION REPORT
Agplicasits e Agente Fils Refersrvs
NOENTWHCATION OF THE BITERMATIONAL APPUICATION
CMC-123

Eamations] Applcation No. vamesional Fling Daim
PCT/US87/86868 06 July 1987 (06.07.87)
Recaiving Ofoe Priosty Duis Clairrsd
RO/US 15 July 1986 (15.07.86)
hpphoart (Hame)
Columbia Marine Corporation

BALIS OF REPORTY

1. AMENDAENTS ANDYOR RECTEFICATIONS' * - The emendments and/ar recdfcatons made balore this Iemations Buawining
Bttty In respsdl of the dieima, the Sasgripion, endier rmings n 61 ebove-ideniied inamesional sppliaation Bre anad 1o Bve repon.

of0 Vi repent hos been cataithed on the basls of the bliswing epplicaten documents:

dsucrptonpages =20 e originaly ed
CGROUHON, PAGER ..o Slad vith your tower of
[0 Giod with you letier of
Gooriplan, PEGER e Blod with your letiar of _____
B awmio) .7, L W esorgingly led
P 9 and 10 tadunyousisnws 15 February 1988
claim(s) 55 5 K B tedwityoubuwrol 14 _BAugugt 1968
diaimis) e ————————— Giad with your latar of
& ewirpoomg 1-4. 6 uiginalty Wiod
Gramings, BTG, ... e Biod with your latiar of

b {8 The amendmants rasutisd in Bo canaslistion of s latiowing theats: pages 21 and 22

e [ Thiarepenhas boen esmblohed 6o i fhe emendmants indioatad on the Gutre shaut heve fat been made, 6inos, tr the rsesens indicesed,
ey hervo beon eansidered © @0 beyand the dincioewre as lisd.

2. PRICRNTY®

&. This repori has boen eatabiished ae K no priadly has baen daimed dus B Bliure o lumigh witin be greserbed tme Gmi b requestied:
[ copy of t eaviier spalicason whass prorhy has been cisimsd.
) vensleton ol b satter spplication whaee priary has boen deimed.

6.0 This repon hat been eoubiluhed us U /o prcrity has been ceimed Guo  to laot St 4o prarily elaim has been tound veid.
Vium, lor the purpess of tis repar, 110 inpretons Ying dus indemed above 18 aanaldersd 1b be the relvvan daie,

* Whero 1eplacement 8heets 670 ernanad 1B this repart, & Vanalalon of ess replacement ehsete must be lumished b the elscied Officas within
o tena it apeticable under BOT Asidle 58(5).

Bern SOTHETAXOR (fret el (Jenuasy 1688) Sas rates on LaBRREREG thasd
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Poge &
- PCT/US87/68888

BABIS OF REPORT (Contrusd)
3. UNITY OF INVERTION ® -The inamaiensl epliosion does nat aatply wtth the rogquirementof uniyy of inaniian.

e lnceepones o eninvieton W reoirics o pey &ddidone) taes Ve epglicart has!
) rearicind the ceime.
3 eaid eddidionad loes.

[} peid edditonal loss vl protest. Wiers requesiad by the epplicare, § Wi of B1o proteet topether with the denision llen twreen
e Breakad  bie fepart.

[B) rottnar reatristant nar peld eddivonal Ises.

b. [J o invisstion has been lssued. The opinlon of this bvemationd Preliminary MM&MNWM
#398 not comply Wil e reguirensent of unlly of ivendan bar $o faliowing reasens, (epactly

Conssquenty, be m@mdmmwmeMmmummmwmmmm
in esishlehing tls ropor:

0 epes.
[ the para relating B e resticind claims, het ls daims o,

DX 0 pasts rolating © o main invanion, et s clumetios,_ 4 ¢ 5 @nd 9 to 13.

4, MON-ESTALISHMENT OF BEPORT ON QUEBTUCNS OF NOVELTY SIVENTIVE STEP OR INDUSTAIAL APPLICABLITY

The questions of whethes ¥ algimad invention Eppears &5 be ncval, to bwolve &N mentive siep of i be indusisially appioabls have net far
e reasons ngicated been gong ing in reepeci ol

o] e entre ivemnations egplicaton
b7 dalmsMNoe. N
fr the foliowing reasons;

[} Geldivematonsd epplieaton, e salddama e, . feleto 1 ¥ filowing o blect matter vhich duee not requbie
rematonsl prefiminasy exnsmingtion. (epacily)

) Vi description, claime, or érawings (indicams pariculer wlamants) o eaid daims Nas . @0 60 uncions that no meainghl
epinian epuid bo farmad.

(] num.ummm,wnwmwwwnmmwmwumm

[} %gmm.mmmmmmmm&mnmmumnmﬁmdm
&(a).
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' Pooe PCT/US87/86688

CLASGIRCATION OF BUBJECT MATTER (f soverel clessifisstion symbols epply, Indlaate eil)®

Assardigg ® ntsmasenal Passrs Cassibantn () ot both Nadonl Clasulicaton and 1PC
IPC® B 63 H 25/02 // B 63 H 25/04
U.8. Cl. 114/144C

REASONID BTATEMENY 48 TO CLARID UEETIIG CRIVERIA OF
S50 WOUBTRIAL APBUCABILITY (AR MWATDN':%IL)" .m&n.m “
BUPBORTG BUCH BTATEMENT

CLARA ETATEMENT
NUMBER | (CAITERW) CITATICONE AND EXPLANATIONS

, | Yes (N)! Claims 4, 5, 9 and 10 meet the eriteria of PCT
9,10 { Yes (18] Article 33(1) because the combination claimed
ves (IA] consisting of a sailboat with a rudder pogition-
ed forward of the keel and a wind controlled
vane electronically connecting the forward
rudder and the wind vane to maintain course
direction within 2 degrees of the desired
course is not shown in the prior art.

New citation
Us, A, 1,846,458 ROBINSON, 23 February 193z,
(23.02.32) (See figures 2 and 4)

11~ |Yes(N) | Claims 11-13 lack an inventive step under PCT
13 |Yes (IA})| Article 33(3) as being obvious over DAW in view
No(I8) of ROBINSON. To control the forward rudder of
Daw with & wind vane located at the opposite
end of the sailboat as in ROBINSON would not
involve an inventive step.

' Vo POYIBRA/GE (erimusion vhee§ (Jorusy 1686 [P ]
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M4-  per/user/88888
NON-WRITTEN DISCLOBURES *
Kind of Non-Whiion Disciosure Do of Writor Dlsclonurs refeming o e Dato of Hon Witien Disclosure

CERTAN PUBLIBHED DOCUMENTS'
ApplicaonPatern Dete of Publiostion Filing Date Priority Date (Veiid Claim )

CERTAN DEFECTO 10 THE INTERMATIONAL APBLICATION''
Vi tohawing detects in the 10 or contens of e inemasisnal spplication have beon nowd,

Page 5, line 6, "victor" should be “vector".

In figure 2 of the drawings, the lead line for reference

numeral 6 should be directed to the tiller rather then the
hoom.

CERY AN OBBERVATIOND ON THE INTERNATIONAL APPLICATION *®
mwuugmmmmmmm.mm.mmmmmwmnwmnwmw
by the pion havo boen noted,

CEATECATION
uto Damand Bubmitied

Date of Comglaton of the inamational Preliminary Enermination Repor
10 Pebruary 1988 (10.02.88) 10 October 1968 (10.10.88)

intecngtonel Prelininary Exarining Aushority Bignansa of Avthorized

IPEA/US %ﬁtbmu%umm—

Eteplien Decatur-Primary Exumin+:

Benon BCVNPEAOD st hst) (Jenunsy Y048)
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Priority

If the Report is established as if the priority claim contained
in the Request of the international application had not been
made, it shall so indicate. This will occur in the event that the
applicant has failed to comply with the invitation to furnish
cither (1) a copy of the carlier application whose priority has
been claimed, or (2) a translation of the carlier application,
where the priority claim has been found invalid (PCT Rule 17),
or where the priority claim has been withdrawn,

Unity of Invention

If the applicant has paid additional fees or has restricted the
claims in response to an invitation to do so or if the applicant has
failed 1o respond to the invitation to pay additional fees or
restrict the claims, the International Preliminary Examination
Report shall so indicate. The examiner should place the indica-
tionson Boxes 3(a) and (b) of the supplemental sheet, indicating
whether:
(a) the claims have been restricted,
(b) additional fees have been paid without protest
(c) additional fees have been paid by the applicant
under protest
(d) the applicant has neither restricted the claims nor
paid additional fees
(¢) the examiner was of the opinion that the interna
tional application did not comply with the requirement
of unity of invention but decided not to issue an invita
tion to restrict the claims or pay additional fees.

In addition, if the examiner is examining less than all the
claims, the examiner must indicate on Box 3(c) which parts of
the international application were, and which parts were not, the
subject of intemational preliminary examination,

In the case where additional fees were paid under protest,
the text of the protest, together with the decision thereon, must
be annexed to the Report if the applicant has so requested.

Where an indication has been given under item (e) above,
the cxaminer must also specify the reasons for which the
international application was not considered as complying with
the requirement of unity of invention,

NON-ESTABLISHMENT OF REPORT REGARDING ALL
OR PART OF THE APPLICATION ON QUESTIONS OF
NOVELTY, INVENTIVE STEP OR INDUSTRIAL
APPLICABILITY

Indications that a Report has not been cstablished on the
guestions of novelty, inventive step or industrial applicability,
cither as to some claims or as to all claims, are given in item 4
on the supplemental sheet of the Report. The examiner must
specify that the Report has not been established because:

() the application relates 1o subject matter which does not
require international preliminary examination;

(b) the description, claims or drawings are so unclear that
no meaningful opinion could be formed;

(c) the claims are so inadequately supposted by the descrip-
tion that no meaningful opinion could be formed.

Where the Report has not been established in relation to
certain claims only, the claims affected must be specificd.

1800-121
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CLASSIFICATION OF SUBJECT MATTER

The classification of the subject matter shall be either (1)
that given by the International Scarching Authority under PCT
Rule 43.3, if the examiner agrees with such classification, or (2)
shall be that which the examiner considers (o be correct, if the
cxaminer docs not agree with that classification. Both the
International Patent Classification (IPC) and the U.S. classifica-
tion should be given. This classification is placed on the top of
the Continuation Sheet.

REASONED STATEMENT AS TO CLAIMS MEETING
CRITERIA OF NOVELTY, INVENTIVE STEP, AND IN-
DUSTRIAL APPLICABILITY AND CITATIONS AND
EXPLANATIONS SUPPORTING SUCH STATEMENT

The examiner must indicate on the Continuation Sheet
whether cach claim appears to satis{y the criteria of novelty,
inventive step (non-obviousness) and industrial applicability by
placing the words “YES" or “NO” in the column labeled
“Statcment”/(Criterig), The determination or statement should
be made on cach of the three criteria taken separately, The
determination as to any criteria should be negative if the criteria
as (o the particular claim is not satisfied. The examiner should
always cite documents believed o support any negative deter-
mination as to novelty and inventive step. Any negative holding
as tolack of industrial applicability mustbe fully explaincd. The
citationof documents should be in accordance with Administra-
tive Instructions Section 503,

Explanations should clearly indicate, with reference to the
cited documents, the reasons supporting the conclusions that
any of the said criteria is or is not satisficd, unless the statement
is positive and the reason for citing any document is easy 10
understand when consulting the document, If only certain
passages of the cited documents are relevant, the examiner
should identify them, for cxample, by indicating the page, col-
umn or the lines where such passages appear.

NON-WRITTEN DISCLOSURES AND/OR
CERTAIN PUBLISHED DOCUMENTS

If the examiner has discovered or the International Scarch
Report has cited, a relevant document which refers to a non-
written disclosure, and the document was only published on or
after the relevant date of the international application, the
examincr must indicate at the top of the last sheet of the
International Preliminary Examination Report:

(i) the date on which the document was made available
to the public;

(i) the date on which the non-written public disclosure
occurred.

The examiner should also identify any published applica-
tion or paient and should provide for each such published
application or patent the following indications;

(i) its date of publication;
(ii) its filing date, and its claimed priority daic (if any);

The Report may also indicate that, in the opinion of the
Intemational Preliminary Examining Authority, the priority
date of the document cited has not been validly claimed (PCT
Rule 64.3).

Guidelines explaining to the examiner the manner of indi-
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be cited in the International Preliminary Examination Report as
well as the manner of indicating the claims to which the
documents cited in such Report are relevant are set forth in Ad-
ministrative Instruction Section 507(¢), (d), and (¢).

CERTAIN DEFECTS IN THE INTERNATIONAL
APPLICATION AND OBSERVATIONS ON THE
INTERNATIONAL. APPLICATION

If, in the opinion of the examiner, defects exist in the form
or contents of the international application, the clarity of the
claims, the description, and the drawings, or the question
whether the claims are fully supported by the description hasnot
been suitably solved atthe pruscribc(l iime limit for establishing
|hc International Prclumnury Examination Report, the ¢xam-

iner may include this opinion inthe Reportand if included, must
also indicate the reasons therefor.

CERTIFICATION

When completing the certification of the Report, the exam-
iner must indicate the date on which the Demand for Interna-
tional Preliminary Examination was submitted and the date on
which the examiner completed the Report and the name of the
International Preliminary Examining Authority.

Thesc last mentioned items may ¢ither be completed when
including the other data or when completing the certification.
Zvery International Preliminary Examination Report must be
signed by a Primary Examiner,

1898.04(¢) Time Limit for Preparing Report
IR-5]

PCT Rule 62
Tlme Limlt for Internationat Prellininery Exeamination

69.1 Tima Limit for International Preliminary Examination

() The tinie limit for establishing the international preliminery examina-
tion report shall ba:

(i) 28 months from the priogity date if the demand was filed prior o
the expiration of 19 months from the priority date;

(ii) nine months from the stest of the international preliminery
caamination if the demand was filed after the expiration of 19 months from the
priorify date.

(b) Iternational preliminary examination shall star upon receipt, by the
Internidionsl Preliminery Examining Authority:

(1) inder Rule 62.2(s), of the claims as amended undor Anicie 19, or

(i) under Rule 62.2(b), of anotice fromihs Intarnstional Burcen thal
no amendments under Aricls 19 have been filed within the prescribed time
limit or that the applicent has declerod that ke doos not wish e meke smch
amendients, of

(ii) of & notice, alter the internationsl seerch report o in the
posseasion of the Intemationsl Preliminary Examining Authority, from the
applicant expresging the wish that the intemationsl preliminary examination
shonld stert end be directed to the clrimg sy apecified in such notice, or

(iv) of 8 notice of the declaration by the International Searching
Authority thet no intosnational search report will be established (Article
17(2)a)).

() 16 the competent Interuntions] Preliminary ixamining Authority is part
of the same nrtional Office or intergovesmmental orgenization as the compet st
Imemationsl Searching Anthority, the intemationel proliminary examinauon
may, if the Interational Preliminary Pxamining Authority so wishes, start ai the
same fime as the imemational rearch. In such a case, the intemutiongl pralimi-
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nary oxamination report shall be established, notwithneding the provision of
preagraph (8), no beter than six monaths efte the cxpiration of the time hmit
allowad under Article 19 for amending the claims,

1898.04(d) Transmittal of the International
Pretiminary Examining Report [R-§]

PCT Artiele 36
Transmlttal, Translation, and Communication, of the
Inteenational Protiminery Exsmination Report

(1) 'The imomational proliminary examination repoit, togother with the
preseribed annexos, shall bo transmitied 1o the wpplicamt and w the Intemational

Bureau,
(21211

PCT Rule 71
Transmittal of the nternationsl Prellminary Kxamination
Report

TV Recipienis

The Intomational Proliminary Bxamining Awthority shall, on the same
duy, trsnemit one copy of the intemationgl praliminary examination toport and
ite annoxes, if any, to the Intornational Bursau, and one copy 1o the applivan,
1.2 Copies of Cited Documaents

() 'The raquest undor Artlols 36(1) may be prasontad sny tme during
soven years froms the inamational filing date of the intemational application 10
which 1he report relatos,

() ‘The Intemational Praliminery Kxamining Authority may requiro that
the party (upplicant or elocted Office) prosenting 1he requesst pay W it the cost
of proparing and mailing the copies, The laval of the cont of preparing coplen
shull be provided for in the agrecmienty reforred to in Articlo 32(2) betweon the
Intemations! Proliminary Examining Anthoritlos amd the Intemational Burowms,

(¢) Any Intemational Preliminury Examining Authority aot wishing to
sond eopias diroct to wny alected Offica shall send & copy to the litemationsl
Buresn and the Inermational Bureau shall then proceed se providad in pare-
praphs (s) and (b),

() Any International Proliminary Exsmining Authority may petform the
obligations refaread (o in (a) 10 (¢) theough another agenoy tasponsible to it

The following identifying information will be placed on the
top of |ho lnrsl pxu..o of F ()rm P("I /IPI“AM 16:

5. derence - this is the
upphu\m soragent's upplluumn reference (or docket number)
which is composed of cither letters or numbers, or both, pro-
vided this reference does not exceed ten characters, This refer-
ence may be found in the apper right hand box on the first sheet
of the Demand, Form PCT/APEA/40].

mmm‘mmnmm“mmm thisisthe 14 digit PCT
upplu‘ ion serial number as stamped and typed on the applica-
tion file wrapper and may also be found on the first page of the
Demand, Form PCT/IPEA/AOT.

Internasional Filing Date - this is the filing dato printed on
the application file wrapper and may also be found on the first
page of llw Demand, Form PCT/IPEA/40L,

2} - this is the first named applicant as set
forth on thc application file wrapper and may also be found in
hox 1 of the Demand, Form PCTAPEA/A0T,

AUTHORIZED OFFICER

Form PCT/IPEA/416 must be signed by a primary exam-
iner,
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1898.04(¢) Translations [R-5]

PCT Artlcle 36
Teanusalteal, Transintion, and Communication, of the
Internationel Prellminary Examination Report
ITIIY)

(2)(w) The intomational preliminary sxemination report and its unneres
hall bo translated into the preseribed lenguages,

(b) Any translation of the arid report shall be prepared by or under the
responsibility of the Intornetional Buresu, whereas any translation of the said
ranoxes shell bo prepared by the spplicent.

LA B RS

PC'T Rule 72
Translation of the International Prellminary Examination
Report

2.1 Languages

(8) Any clectod Stats may require thet tho intsmationel preliminary
examination repont, eatablizhed In any lengusge othor than the officlal languege,
orone of the officiel langusges, of its national Office, bo translated into English,
French, Gorman, Japsnocus, Russien, or Spanish,

(b) Any such roguirement ghell be notified to the Imsmetional 3urean,
which shall promptly publish it In the Gazette,
72.2 Copies of Translations for the Applicant

The Internstional Burcau shall transmit a copy of each transletion of the
internatlonal preliminary exeminstion repon 10 the applicant st the samoe time
as It communicates such tranalation to the interssted electod Offico or Otfices,
72.3 Qbservations on the Translation

‘The spplloant may make written observations on what, in hia opinion, are
errors of transletlon of the intemationsl proliminary oxamingtion repost and
shill sond & copy of any such observation to esch of the interested elected Of-
ficas and & copy to the Inemational Burseu,

1898.04(f) Confidential Nature of the Report
{R-§]

BCT Article 38
Confldentin) Netuee of the International Preliminary
Examination

(1) Neither the Internationat Bureau nor the Imermational Proliminary
lxemining Authority shell, unless requosted or suthorizad by the applicant,
allow acceas within the mosning, and with the proviso, of Articlo 30(4) 10 the
fils of the intermational proliminary examination by any person of authority at
any tima, excopt by the elocied Offices once the intemational preliminary
examination report has baen sstablished.

(2) Subject 1o the provisions of paragraph (1) and Articles 36{1) and (3)
and 37(3)b), neither the Intemational Buresu nor the International Preliminary
Hxamining Authority shell,unless requested or suthorizod by the applicant, give
Information on the itsuance or fon-tesuance of an intemational proliminery
examingtion report aad on the withdrawal or nonwithdrawal of the demand or
of any slection,

1898.05(a) Withdrawal of Demand or Election
[R-5]

PCT Articie 37
Withdrawal of Demand or Election

(1) The spplicant may withdraw any or sl elections.

(2) If the election of all elacted States s withdrawn, the demand shall be
considered withdrawn,

(3Xe) Any withdrawal ghiall be natified 10 the Inlemational Bursan,

(b) The elacted Office concomed and the Intemationa! Praliminary
Bxamining Authority concemed ghall bs notified rccordingly by the Imema.
tlonal Bureau,

(4)s) Subject 10 the provigions of subparegraph (b), withdrawal of the
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demand or of the election of 8 Contracting State shall, unless the national law
of that State provides otheswise, be considered to be withdrawal of the interma-
tonal epplication as far ae that State is concered,

(b) Withdrawal of the demand or of the election shall not be considered
to be withdrawal of the intemational application if such withdrawal is effecied
prior tothe expiration of the applicable time Hamit under Anticle 22; however, any
Contracting State may provide in its national law thet the aforesaid shall apply
oaly if its national Office has received, within the said time limit, & copy of the
intemnational application, togother with a trunslation (as prescribed), and the
national fee.

PCT Rule 78
Withdrawal of the Bemend, or of Elections

5.1 Withdrawals

(&) Withdrawal of the Demand or all the elections may be effected
prior to the expiration of 30 months from the priority date oxcept us 10 any
elected Stato in which national processing or examination has alroady staried,
Withdrawel of the election of eny elected State may bs effected prior to the date
on which examination and processing may aan in that Siste.

(b) Withdrawal shall be offected by & signed notice from the applicemt to
the Intometional Bursau. In the case of Rule 4,8(h), the aotice shell require the
slgnature of all the spplicants.

75.2 and 75.2 [Deleted]
15.4 Faculty under Article 37(4)(b)

(1) Any Contracting State wishing to teke adventege of the faculty
providad for in Asticle 37{4)(b) shall notify the International Bureau in writing

(b) The novification under parsgraph (1) shall be prompily published by
the Intemational Bureau in the Gazatte, and shall have effect in respect of
imemationsl applications filod nore than one month after the publication date
of the relovant issue of the Guzette,

Adwinlstrative Instractions Section 606
Cancellation of Elections

The Interstionsl Proliminary Easmining Authority shall, if the election
is in the demand, cencel ex officio the eloction of any States which s not &
dosignatod State or which i not bound by Chaptor I of the Treaty, shall enclose
that eloction within squars brackots, shall onter, in the margin, the words
"CANCHLLED BX OFUICIO BY IPHA" or thoir equivalent i the language of
publication of the intemational epplication, and shall notify the applicant ac-
cordingly.

Any withdrawal of the demand or any election must be
sent to the International Burcau,

1898.06(a) Recelpt of Notice of Election by the
Patent and Trademark Office [R-5)

PCT Rule 61
Notiflcation of the Demand and Election
L1 1]
61.2 Notification 10 the Electad Officas

() The natification provided for in Anicle 31(7) shall be effected by the
International Bureau,

(b) The notificatien shall indicate the number &nd filing dats of the
intemationsl application, the name of the applicant, the neme of the recaiving
Office, the filing duts of the applicetion whase priodty is claimed (where
prlority is claimed), the dste of receig by the Intemational Preliminery Bxam-
ining Authority of the demand, snd - In the case of latar elestions - the date of
raceipt by the Intemational Bureau of the later election.

(0) 'The natificetion shall bo sent to the clected Office prampily after the
oxpiration of the 181h month from the priority dats, or, if the intemationsl
praliminary examingtion report 1s communicated earlier, then, at the same time
ag the communication of that report. Hlections offecied aftor such notification
shall be notificd prowptly afier they heve been effected,

61.3 Information for the Applicant

‘Thie Intemational Burcau shall inform the applicant in writing that {t has
offected the notification reforved to in Rule 61.2, At the same time, it shall
indicate to him, in respect of oach elacted State, any applicable time limit under
Anticla 39(1)(b).
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All notices of clection are received by the PCT Division
from the International Burcau. The PCT Division prepares the
appropriate records of the election and places the paper in
storage with the communicated copy of the international appli-
cation until the national stage is entered.

1898.06(b) Receipt of the International
Preliminary Examination Report from
the International Bureau [R-§]

PCT Article 36
Transmnittal, Translation, and Communlcation, of the
Internationsl Prellminary Examination Repert

ke

(3)(&) The international preliminery exemination report, together with its
trunslation (#s prescribed) and its annexes (in the original language), shell be

communicated by the Imternational Bureau to each elected Office.
T

PCT Rule 73
Communication of the Inteenational Prelintlnary Examilastion
Report

T3.1 Preparation of Copies

The Intemational Bureau shall prepare the copices of the documents to be
communicated under Article 36(3)(e).
3.2 Tirne Limii for Communication

The communication provided for in Ariicle 36(3)(2) shall be effected s
prowaptly as possible.

The International Bureau will forward to the Patent and
Trademark Office copics of all International Preliminary Ex-
amination Reports in international applications in which the
United Sutes of America has been elected. The Reports are
processed by the PCT Division and are forwarded for national
processing when the requirements for entering the national
stage have been fulfitied.

1898.07(a) Entering the National Stage under
Chapter I [R-5]

PCT Article 36
Transmitial, Translatlon, and Commualcation, of the
Internatienal Preliminary Examination Report
GHERG
(3)(b) The prescribed translation of the snneacs shall be transmitted

within the prescribed time limit by the applicant to the elected Office.
L1 1]

PCT Article 39
Copy, Translation, and Fee, to Elected Offices

(1)(8) Iftho election of any Contrecting State has been effected priortothe
expiration of the 19th month from the priority date, the provisions of Article 22
shiall not apply 1o such State and the applicant shall fumish & copy of the
intemational application (unlezs the communication under Article 20 has
already taken place) and & translation thereof (as prescribed), and pay the
national fes (il any), o each slected Office not laer then at the expiration of 30
monthe from the priority date.

(b) Any national law may, for performing the acts referred to in subpara-
aph (), fix vime limite which eapire later then the time limit provided fos in
that subparsgraph.

(2) The effect provided for in Article 11(3) shall cease in the elected Srate
with the same consequences as the withdrawal of any national application in that
State il the applicant (ails to perfonm the acts referred to in paragraph (1)(a)
within the time Lt applicable under paragraph (1)(a) or (b}
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(3) Any elected Office may muintais the effect provided for in Anicle
11(3) even where the spplicant does not comply with the requirements provided
for in paragraph (1)(a) or (b).

PCT Rule 74
‘Franslation of Annexes of the International Prellminary
Examination Report and Transmittal Thereof

74.1 Contents of Translation and Time Limit for Transmittal Thereof

Where the furnishing of a translation of the intemational application is
required by the elected Office under Article 39(1), the applicant shall, withinthe
time limit applicable under Article 39(1), transmit a translac m of any replace-
ment sheet referred 1o in Rule 70.16 which is annexed to the intemational
preliminary examination report. The seme time limit shell apply where the fur-
nishing of a translation of the intermational applicstion to the elected Office
must, because of a decleration made under Article 64(2)(2)(i), be effected within
the time limit applicable under Aricle 22.

The statutory requirements for entering the national stage
in the United States are set forth in 35 U.S.C. 371.

»37 CFR 1.495 Entering the natlonal stage la the Unlted States
of Amerlca a8 an Elected Offlce

(a) Where a Demand has been filed with an appropriate International
Preliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraph (&) and (c) of this
section in order to prevent the abandonment of the intemational epplication as
to the Unites States of America. Intemational applications for which those
requirements are timely fulfilled will enter the national stage and obtain an
examination as to the patentability of the invention in the Unites State of Amer-
ica.

(b) The applicant shall fumish 1o the United States Patent and Trademark
Office not later than the expiration of 30 months from the priority date

(1) a copy of the imemationgl application, unless it has been previously
communicated by the Intemational Bureau or unless it was originelly filed in the
United States Patent end Trademark Office;

(2) aranslation of the international application into the English language,
if it was originally file in another fenguage;

(3) the basic nationel fee (see §1.492(a)); and

(4) an oath or declaration of the inventor (sce §1.497).

(c) The spplicant may furish any required English translation of the
intemational application, the basic national fee and the osth or declaration of the
inventor after 30 months but not later than the expiration of 32 months from the
priority date. The payment of the processing fee set forth in §1.492(1) is required
for acceptance of an English translation later than the expiration of 30 months
efter the priority date. The payment of the surcharge set forth in §1.492(c) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later then the expiration of 30 months after the priority date.

(d) A copy of any amendments to the claims made under PCT Article 19,
and atrunslation of those smendments into English, if they were made in another
language, must be fumizhed not later than the expiration of 30 months from the
priority date. Amendments under PCT Article 19 which are not received by the
cxpiration of 30 months from the priority date will be congidered o be cancelled.

(e) A translation into Englizh of any annexcs tothe intemational prelimi-
nary examination repon, if the annexes were made in anather language, must be
fumished not later than the eapiration of 30 months from the priority date. Trans-
lations of the annexes which are not received by the expiration of 30 months
from the priority dats may be submitted within 32 months from the priority date
accompenied by the processing fec set forth in §1.492(M). Translations of the
snnexes which are not imely received will be considered to be cancelled.

(e) Verification of the translation of the intemational epplication or any
other document persining 1o an international application may be required
where it is considered necessary, if the inlemational application or other docu-
ment was filed in a language other than Linglish.

(f) The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified as a submission to enter the national stage under 35
U.S.C. 371, otherwise the submission will be considered as being made under
35 US.Calt.

(g) The time limits set out in paragraphs (b), (c), (d) and (¢) of this section
may not be extended pursuant to §1.136 or sherwisc.
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may not he extendad pursuant to §1.136 or otherwise,

(i) An international application becomes abandoned as tothe United States
30 months from the prierity date if a copy of the intermaticonal application is not
communicaied to the Patent end Trademark Office priorto 30 montha frowm the
priority date end & Demand for Intemational Preliminary xamination which
electad the United States of Americs has beea filed prior o the expiration of 19
monthe from the priority date. If & copy of the intemational application is com-
municated within 30 months to the Patent and Trademark Qffice, an interma-
tiona! application will become abandoned es to the United States 32 months
from the priority date if the required Bnglish translation(s), fees and outh or
declaration wnder 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.<

»1.497 Qath or declaration undor 35 U.S.C. 371(¢)(4).

(a) When an applicant of an intemationsl applicavion, if the inventor,
desires to enter the national stage under 35 U.S.C, 371 pursuant 1o §1.494 or
§1.495, he or she must file &n oath or declaration in accordance with §1.63,

(b) If the intemational epplication was made as provided in §1.422, 1,423
or 1.425, the applicant shall state his or her relationship to the inventor and, upon
information and belial, the facts which the inventor is required by §1.63 to
sate.<

Sce also MPEP § 1890 for fees and explanation of require-
ments,

1898.07(b) National Stage Amendments {R-5]

PCT Article 41
Amendment of the Clalms, the Description, and the Drawlngs,
bofore Elected Officesn

(1) The applicant shall ba given the opportunity to anzend the claims, the
description, and the drawings, bofore sach elocted Offics within the prescribed
time limit. No elected Offics shall grant a patent, or refuse the grant of & patent,
before such time limit hag expired, oroopt with the express consent of the
spplicant.

(2) 'The emendments ghall not go beyond the digclosurns in the intemational
application as filed, unless the nationel law of the elocted Siate pormits them to
g0 boyond the seid disclosure.

(3) The mmendments shall be in accordance with ths national law of the
elected State in ali respacts not provided for in this Treaty and the Regulations,

(4) Where an elscted Office requires & translation of the international
spplication, the amendments shall be in the languege of the translation.

PCT Artlels 42
Rasults of Natlonsl Examination In Elected Offlcon
No elected Office receiving the intemational preliminary aramination
report may require thet the applicant fumigh copies, or infonmation on the
conients, of any papers connected with the exsmination relating to the same
internstionsl application in any other elecied Office,

PCT Rule 76
Copy, Transiation snd Fee vnder Article 39(1); Transiatlon of
Prlority Docuinent

76.1, 76.2 and 76.3 [Delated]
16.4 Tima Limit for Translation of Priority Document

The applicant shell not be required 10 fumish to eny clected Offics &
certified wrenelation of the priority document before the expirstion of the
epplicable time limit under Article 39, )
76.5 Application of Rules 22.1(g), 49 and 1%

Rules 22.1(g), 49 end S1bis shali apply, provided thet:

(i) eny reference in the said Rules to the designated Office or to the
designated State shall be construcd & e reference to the elactad Office or to the
elected State, reapectively;

(it) eny reference in the seid Rules to Adticle 22 shall be construed
s a reference to Article 39(1).

(iii) the words “international applications filed" in Rul-. 49.1(c) shall
be replaced by the words “a demand submitted.”

PC'T Rule 77
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Faculty under Articlo 39(1)(b)
T\ Exercise of Faculty

() Any Contracting State ellowing a tinie limit expiring latarthen thotime
limit provided for in Article 39¢1)(s) shall notify the Intemational Burean of the
time limit 8o fized.

() Anynotification recsived by the Intemational Bureau undor paragraph
(a) ghall be prompily published by the Intemational Burewu in the Gezetie,

(¢) Notification concerning the shortening of the previously fixed time
limit ehall be effective in relation 10 demands submitted after the expiration of
three months computed from the date on which the natification was published
by the Intemational Buresu.

(&) Novification conceming the lengthening of the previously fined time
limit shall hocome effective upon publication by the Intemational Bureau inthe
Gazone in respeet of demands ponding at the time or subamitted afior the dato of
such publication, or, if the Contracting Swme effecting the notification fixes
some later daie, as from the latter date.

PCT Rule 78§
Amendinont of the Clalms, the Description, and the Drawings,
before Elocted Offlcon
8.1 Time Limit Whera Elaction Is liffected prior 1o Expiration of 19 Months
from Priority Date.

(#) Where the clection of any Contrecting State is effecied prior to the
expiration of the 19th inonth from the priotity date, the applicant shell, if he so
wishes, exercise the right under Article 41 aftor the transmtittal of the intema-
tional proliminary examination report under Anticle 36(1) has beon effocted and
befors the time limi applicable under Article 39 expires, provided tha, if the
guid transmingl has not taken place by the expiration of the time limit applicable
under Article 39, he shall exercise the seid right not leter than on such sxpiration
date. In cither cago, the epplicant may excrciae the said right et any time if g0
permitted by the national law of the said State.

(M) In any elecied Swtne in which the nwtional law provides that the
examination staris only on special requost, the national law may provide that the
time limit within or the time st which the gpplicent may exerciss the right under
Article 41 shall, whers the election of any Contracting State ie effected prior o
the expiration of the 19th month from the priority date, be the same as that
provided by the national lew for the filing of amendmoenas In the case of ths
examination, on specinl request, of national spplications, provided thet such
time limit shall not expire prior to, or such time shail not come before, the
explration of the time limit applicable under Articls 39,

8.2 Time Limit Whera Lilection Is liffected aftar Expiration of 19 Months from
Priority Date

Where the olection of &ny Contracting Staie has been effected afier the
expiration of the 19th month from the priority date and the applicant wizhes to
make amernclments undor Article 41, the time limit for meking emendments
under Anticle 28 shall epply.

8.3 Utility Models

‘The provisions of Rules 6.5 snd 13.5 ehall apply, mutatis mutandis, before
elected Offices, If the election was made before the expiration of the 1 9thmonth
from the priority date, the referance to the time limit eppliceble under Anticle 22
is roplaced by a reference 10 the time limit applicable under Aricle 39.

Under §§ 1.494 and 1.495, applicants must indicate on all
application papers filed for entry into the national stage in the
United States under 35 U.S.C. 371 that the filing is being made
under 35 U.S.C. 371. Otherwise the application papers will be
treated undler 35 U.S.C, 111,

37 CFR 1.492(a)(4) and 1.496(b) provide for a substan-
tially reduced national fee and special procedure, respectively,
where the application has satisfied the requirements of novelty,
inventive step (non-obviousness) and industrial applicability
betore the United States International Preliminary Examining
Authority as to the identical claims which are in the application
at the national stage in the Patent and Trademark Office.
Amendments during subsequent prosecution will only be per-
mitted in response (0 an examiner's rejections or objections.
Thus, no now claims are permitied. Therefore, most of such
cases will require little or no prosecution 1o sutisfy the require-
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menls for patentability.,

The Patent and Trademark Office considers the interna-
tional application pending as 1w the United States where it has
been designated until the 22nd month from the priority date and
no Demand for Intermational Preliminary Examination has been
filed prior to the expiration of the 19th month from the priority
date and pending until the 32nd month from the priority date if
a Demand for International Preliminary Examination which
ciected the United States of America has been filed prior to the
expiration of the 19th month from the priority date, provided
that a copy of the international application has been communi-
cated to the Patentand Trademark Otfice within 20 or 30 months
of the priority date respectively. If a copy of the international
application has not been commuzicated to the Patent and
Trademark Office within the 20 or 30 month period, respec-
tively, the international application becomes abandoned as (0
the United States 20 or 30 months from the priority date
respectively, These periods have been placed in the rules as
parageaph (b of §1.494 and as paragraph (i) of § 1.495. A
continuing application under 35 U.S.C. 365(c) and 120 may be
filed anytime during the peadency of the international applica-
tion.

1898.67(¢) Unity of Invention during the
National Stage [R-5]

37 CPR 1499 Unlty of Inventieon during the national stage,

(a) An internationsl application which has sntered ths nrtional stage by
meeting the requisemants of 35 U.S.C. 371 will be conmidered 1o have unity of
invention if the cleims are in accordance with PCT Rule 13 (koo §1.475(0)).

(b) An application in the nstional sago containing claims 10 differemt
categories of invention will bo congidored 1o have unity of invention if the claims
ure drawn only (o one of the combinations as sat forth in PCT Rule 13.2 (sco
§1.475(6)) or 10 the combination of

(1) & product and & process for the smamlectuse of sid product or

(2) 4 product and a process of use of said product.

If a0 application conalng elalma to more or less than one of the combinations

of estegories of invemtion set forth in PCT Rule 13.2 (see i 375(1)) or
combination set forth in parsgraphs (b)(1) and (2) of this section, unity of
invention may aot be prosent.

() I an application in the national stage contalng claims to u catogory of
invention in eddition 1o thoss categorios included in sy one of the combinations
specified in parsgraph (b) of this seetion, lack of unity of invention may be held
batween the categorios included in the combination and the claims to the addi-
tionel category of invention,

(d) Unity of invention will exist in an application in the national stuge
whete the cluimg are limited to one of the combinations of categorios set fonh
in PCT Ruls 13.2 (se6 §1.475(0) or w combination sot forth in paragraphs (b)(1)
or (2) of this section. Il muhiple products, processon of manufacture or ukes are
claimed, the first invention of the category Tirst mentioned in the ¢laims of the
sppHeation and the firet rocited invention of eech of the other categoriog related
thereto will be considesed as the elected invention (6 be examined. Any such
holding of an elaction by the examiner will e mude (i the form of a restriction
requireanent which confinns the slection mude by the prescitation of claime,
Such & sestriction requirement would boe minde on the besis of whaether the
inventions are indepondsnt and distinet, Applicant has the right to traverse siucl
a testriction roguisement in the rerponse to the Office action in which the
election is indicated,

(e) ‘The inventions recited by the claims of difforent categorics munst he
related sather than independesnt inventions,

() I the examiner finde that & national stego applicstion lacks unity of
mveation, the axamines may i an Office action requite the applicant i the
reaponaa to that Office sction to slect the invention 1o which tha elaims shatl be
restricted, this official action being callod o requirement for restriction. S ch
requizenient may be made bofore any sction on the maeeite but may be made a
anv titne hafore the final action at the dizcretion of the examiner. Review of any
sch rogirement is provided wder §§1.143 and 1144,

Rov, §, July 1087

MANUAL OF PATENT EXAMINING PROCEDURE

The unity of invention practice set forth in PCT Rule 13 will
be applied in national stage applications entered  under 35
U.S.C. 371 bacause 35 U.S.C. 372(b) provides that, "The
Commissioner may cause the question of unity of invention to
be reexamined under section 121 of this title, within the scope
of the requirements of the treaty and the Regulations.” How-
ever, continuing applications filed under 35 U.S.C. 111 of the
intcrnational applications under the provisions of 35 U.S.C.
365(c) will be subject to the same restriction practice as other
United States nationat applications filed under 35 US.C. 111,
Whereseveral invertions have been searched in the parentinter-
national application, the examination of such inventions in a
continuing national application may not be burdensome and the
examiner may consider all the inventions in such an application
without making a restriction requirement.

See aslo MPEP § 1868 for explanation of Unity of Inven-
tion requirements.

1898.08(a) National Stage Processing [R-5]

PCT Artlele 33
The Internntionzi Pralimingry Examination
(31177

(5)'The criteria dencribad sbovo meroly serve the purposes of internetional
profiminery exandnaton. Any Contracting Siate may apply sdditionsl or
diffesent criveria for the purpose of deciding whether, in that State, the cleimed
invention i patentable or not,

(&) ‘The internstiona) proliminary sxamingtion shall take into considera-
tion &1l the docwments cited in the intemationel soarch report. It may take into
coiideration sny additione] documents conidared 10 ho releviant in the particu-
lar caso.

POT Artlcle 40
Doluylng of Natlonal Examlnstion nad Other processing
(1) I 1ho slecrion of any Conrscting S1ate has boon offocied priorio

the expiration of the 19th month from the priority date, the provisions of Anticle
23 shall novapply 10 such State and tie national Office o or ecting for that Sete
shall not proceod, subject to the proviglons of paragraph (2), totho eramination
andtothor processing of the intemational application prior 1o the expiration of the
applicablo titne limit undor Anicle 39,

(2) Notwiithstaiding the provisions of paragraph (1), any elected Office
muy, ont the axpross roquest of the applicant, procoed to the axamination end
othor procossing of the inemationsl application at eny time.

=37 CFR 1.496 Examination of Interastional sppilcations ln the
natlonal stage

() Intornational wpplications which have complied with the requirements
ol 35 U.8.C. 37 1(¢) will be tukon up for sction brsed on the date on which such
requirements wors met, However, unless an expross roquest for sarly processing
has boen flied under 35 U.8.C. 37 1), no sction may be taken prior to one month
after entry into the national stege.

() A natfonal stage application filed undor 35 U.5.C. 371 may have paid
thorein the basie national fes s set forth in §1.492(a)(4) it it containe, or is
amandad to contatn, &l the time of entey into the nations! stage, only claims
which have baen indiceted fn an interational preliminary examination report
prepared by the Unitad Stetes Patent and Tewdomark Offics an satisfying the
aritorle of PCT Anlcle 33(1)-(4) a8 to novelty, inventive step and industriel
applicability, Such nationgl stage applications in which the basic national fee ae
sot forth in § 1.492(a)(4) las boon paid may bo amended sbreguont t the date
of entiy Into the nations] stage only to tho extent necessary to climinate
ohjoctions as 10 form or to cancel rejectad claims. Such national stage enplica-
tions inn which the basic national Tee as st forth in §1.492(a)(4) has boon paid
will lia taken up out of order<

Theunity of invention practice set forth in PCT Rule 13 will
be applicd in national stage applications under 35 U.S.C. 371
because 35 US.CL 372(0)(2) provides that, "The Conmissioner
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may cause the questiz:: vi unity of invention to be reexamined
under section 121 of this title, within the scope of the require-
ments of the treaty and the Regulations." However, continuing
applications filed under 35 U.S.C. 111 of international applica-
tions under the provisions of 35 U.S.C. 365(c) will be subject to
the same restriction as other national applications filed under 35
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U.S.C. 111. However, it is noted that where several inventions
have been searched in the parent international application, the
examination of such inventions in a continuing national appli-
cation may not be burdensome and the examiner may consider
all the inventions in such an application without making a
restriction requirement.
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