MANUAL OF

EXAMINING
PROCEDURE

6
Stargs of F

US. DEPARTMENT OF COMMERCE
Patent and Trademark Olfice

© REEL NUMBER_ 4

BOOIL NUMBDLERS




%\)ésian 13, Nov. 1989

U.S.. DEPARTMENT OF COMMERCE
Patent and Trademark Office
Washington, D.C. 20231

MANUAL OF PATENT EXAMINING PROCEDURE
Fifth Edition

Instructioné Regarding Revision No. 13

This revision consists of replacement pages for the title page in the
front of the Manual, entire Chapters 1000 and 1200, Appeal,

- replacement pages for pages 2300-41 through 2300-50, L-15 & 16,
L-27 through L-30; and appendix R, patent rules.

Additions to the text of the Manual are indicated by arrows (><) inserted in
the text. Deletions are indicated by a single asterisk (*) where a single
word was deleted and by two asterisks (**) where more than one word was
deleted. The use of three or five asterisks in the body of the laws and rules
indicates a portion of the law or rule which was not reproduced.

Louis O. Maassel, Editor
Manual of Patent Examining Procedure

1000-1 through 1000-6
1200-1 through 1200-32
2300-41 through 2300-50
L-15 & L-16

L-27 through L-30

R-1 through R-140

P-1 & P-2

1000-1 through 1000-10
1200-1 through 1200-32
2300-41 through 2300-50
L-15 & L-16

L-27 through L-30

R-1 through R-146

P-1 & P-2 .

Revision 13, Nov. 1989



Manual of

PATENT

Original Fifth Edition, August 1983
Latest Revision October 1989

%
g

o
Sraygg of ¥

U.S. DEPARTMENT OF COMMERCE
Patent and Trademark Office :

v 10 Nov, (R0



The Patent and Trademark Office does not hawdle the sale of the Manual, distribution of notices and revisions or
change ol address of those on the subscription list,
Correspondence relating (o any of the above items should be sent to the Superintendent of Documents at the
following address:
Superintendent of Documents
Mail List Section
Washington, D.C, 20402

Inquiries relating o subscriptions should be directed to:
Superintendent of Documents
United States Government Printing Office
Washingion, D.C. 20402

Otrders for reproduced copies of individual replacement pages not amounting to a compleie revision of the
Manual should be sent o the following address:
Commissioner of Patents and Trademarks
Attention; Customer Services Division
Washington, D.C, 20231

The cost for cach 30 pages or a fraction thercof is $10.00 (See 37 CFR 1.13¢) and 1.19(a)(3)).

Charges may be made 10 Deposit Accounts if the requester is an account holder in good standing at the time the
request is received, Checks or money orders should be payable o the Commissioner of Patents and Trademarks,
Requests must identify the specilic pages required and the number of copics of cach page.

Employees of the Patent and Trademark Office should direct their requests for the Manual, replacement pages,
notices, und revisions o the Patent Academy,

First Edition, November 1949

Secondl BEdition, November 1953

Third Bdition, November 1961

Fourth Edition, June 1979

Filth Edition, Augunst 1983
Revision 1, October 1985
Revision 2, December 1985
Revision 3, May 1986
Revision 4, October 1986
Revision §, July 1987
Revision 6, October, 1987
Revision 7, December, 1987
Revision 8, May 1988
Revision 9, September 1988
Revision 10, January 1989
Revision 11, April 1989
Revision 12, July 1989
Revision {3, Novembor 1989

Rev., 11, Nov, 1989




Foreword

This Manual is published to provide Patent and Trademark Office patent ex-
aminers, applicants, attorneys, sgents, and representatives of applicants with a
reference work on the practices and procedures relative to the prosecuiion of
patent applications before the Patent and Trademark Office. It contains instruc-
tions to examinery, as well as other material in the nature of information and in-
terpretation, and outlines the current procedures which the examiners are re-
quired or authorized to follow in appropriate cases in the normal examination of
a patent application. The Manual does not have the force of law or the force of
the Patent Rules of Practice in Title 37, Code of Federal Regulations,

A separate munnual entitled “Trademark Manual of Examining Procedure” is
published by the Patent and Trademark Office as a reference work for trademark
cases.

Examiners will be governed by the applicable statutes, the Rules of Practice,
decisions, and orders and instructions issued by the Commissioner and the Assist-
ant Commissioners. Orders and Notices still in force which relate o the subject
mutter included in this Manual are incorporated in the text. Orders and Notices,
or portions thereof, relating to the examiners’ duties and functions which have
been ontitted or not incorporated in the text may be considered obsolete. Inter-
ference procedure not directly involving the Primary Examiner are not included
in this Muanual and, therefore, Orders and Notices relating thereto remain in
{orce. ' "

Subsequent chunges in practice and other revisions will be incorporated in
the form of substitute or additional pages for the Manual,

Suggestions for improving the form and content of the Manual are always
welcome. They should be addressed to:

Commissioner of Patents and 'Trademarks,
Editor, M.P.E.B.,
Washington, D.C. 20231

Bon aade hQ llke Su;\rm\wmném of ihmm\enln. Uy Iinvwnmem Brinting Otflce, Washingtun, 1XC. 20402
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Constitutional Basls

The Constitution of the United States provides:

“Art, 1, See. 8 The Congress shall have power .. 'To
promote the progress of science and usclal arts, by scenring
for limited times 10 authors and inventors the exclusive right
(0 their respective writings and discoveries,”

Stiniutes

Parsuant (o the provision of the Constitwtion, Congress has
over (he years passed a number of statutes under which the
Patent and Trademark Office is organized and our patent
systen is established. The provisions of the statutes can in no
way be changed or waived by the Patent and ‘Tradenark
Office,

Prior (o January 1, TO53, the law relating 1o patents con-
sisted of varions sections of the Revised Statutes of 1874,
derived from the Patent Act of 1870 and numerous amenda-
tory and wdditional acts. ,

By an Act of Congress approved July 19, 1952, which
came into effect on January 1, 1953, the patent laws were
revised and codified into substantialfy its present form, ‘The
patent law is Title 35 of the United States Code which governs
all cases in the Patent and Trademark Office, In referving o
a particular section of the patent code the citation is given, for
example, as, 35 U.S.C. 31,

ISUS.CO Establishment,

The Patent and Trademark Office shall continue an oflice inthe
Department of Commerce, where records, books, drawings, speci-
fications, and other papers anc things pertaining to patents and tracde-
mark vegistrations shatt be kept and preservad, excopt as otherwise
provided by tuw.

Rules of Practice

One of the sections of the patent statte, nomety, 35
“ULS.CL 6, authorizes the Commissioner of Patents and Teade-
marks, subject o the approval of the Secrctary of Commeree,
toestablishregulations, notinconsistent with taw, for the con-
duct of proceedings in the Patent and Trademark Office,

S7CER L3S Amenidments (o rules will he published.
All amendments in this purt will be published in the Official
Cavette and inthe Vederal Register.

IS CER 1352, Publication of notice of proposed amendments,

() Whenever required by law, and inothercases whonevor prac.
ticable, notice of proposed smendiments in this part will bo published
in the Official Gazette and in the Federal Register, I not published
with the notice, copies of the toxt will be furnished 1o any person
requesting the same, Al comments, supgestions, and briefk regeivesd
within w time specified i the notice will be considerec betore
adoption of the proposedimendinents which may be maodified in the
light thereof,

(0 Oral bearings may b held at the diseretion of the Comins
sioner,

Introduction

These mregulations or< sules aid amendamenis theseto e
published i the Federal Register smd o the Official Gazette,
Inthe Pederat Registerand in the Code of Federad Regulitions
these vules ave Pagt 1ol Titde 37, Pateqts, Teademarks i
Copyrights, and the ndividmd rales, called seetions, are
numbered with the Pavenmber and a decimal poing prefixed
(o the rale maber, A booklet entitled 37 Code of Federal
Regubations,” published by the Office ot the Pedeeal Register,
contains all of the patent miles as well as tedenk mtes and
copyright rales. Persons desiving o copy of the patent rles
should order a=completes: copy of ™ Titke 37, Code of Pederal
Regulations™ frony the Superintendent of Documents.

The primary tunetion of the Rudes of Practice is (o advise
the public of the regulations which have beean established in
accordancs with the statutes and which nmst be followed
betore the OfTice. The Raudes of Practice govern the examin-
ers, as well as applicants and their atormeys. > The Rules of
Practice appear in the Manual of Patent Examining Proceduee
us Appendix R

Commissioner's Oprders and Notices

From time 10 dme, e Commissioner of Patents and
Trademarks has issued Orders and Notices relting to various
specilic situations that have arisen in operating the Patent and
Tradenmurk Office, Notices and cireutars of information or
instrnctions have also been issued by other Office officials
under authority of the Commissioner, Orders and Notices
have served various purposes including directions (10 the
examiners giving them instenction, information, interpreda-
tions and (he Tike, Some may be tor the information of the
public, advising what the Office will do under specified
CHCUMSLnNees.

Decistons

o addition to the statntary regulations, the actions taken
by the examiner in the examination of applications for patents
e 10 =a< prent extent governcd by decisions on prior cases.
Applicants dissatisticd with an examiner's action may have it
reviewed, T general, that portion of the examiner's action
pertaining (0 objections on formal matters may be reviewed
by petition o the Commissioner of Patents and ‘Trademarks
(see § 1002y and that portion of tho examiner's action pertyin-
ing to the rejection of claims on the merits, may he reviewed
hy appeal 1o the Board of =Patents Appeals »and Interfer-
encess (see § 1200 The distinction is set foeth in 37 CER
LAST and L 19Y, In citing decisions as authority foe his »or
her< actions, the examiner shonld cite the decision in the
manner sct forth in § 707.06,

Puldications Avaitable from Supervintendent of
Documents

Orders should be addressed and remitianees made pay-
able to Superintendent of Docaments, UL S, Government
Rov, 11, Apr, 1089



Printing Office, Washington D, €, 20402,

Patent Official Gazerte, The official jouraal of the Patent
and ‘Trademark Office relating 1o patents, Issued cach Taes-
day, simultancously with the weekly isswanee of patents, il
containg tseleeed figure of the drawings and a claim ot each
patent granted, indexes of patents, Histol patents avaitable tor
teense or sale, and general information such as ovders,
wodiees, changos in rules, and changes in clssilication,

Annal Indexes, Awindex of the patents issued cach your
iy publishied in two volumes, one an alphabetical index of
patentees and the other anindex by subject matter of inven-
tions, The two parts are sold separately, Prico vavies from year
o year, depanding upon size of the publication, An
index of Prademarks contiing an alphabetical index ol eade-
mark registrants, rogisteation numbers, datos published, clas-
sification of goods for which registered, and decisions pub-
lished during the calendar year, Price varies from year to year,
depending upon size ol the publication,

Guide for Patent Drafismen, Patent and "Teademark OF-
fice requiretients for Patent deawings with illustidgions,

Manued of Classification. A loose-leal volume listing the
nutbers and deseriptive titdes of the more than 300 ¢lasses
and 95,000 subetasses used in the subject elassificaton of
patents, with an index 1o the clussilications, Substitie sud
adiditional pages, which ave included in the subscription
service, are issued from time to time,

General nformation Concerning Patents. Contains gen-
cral information concerning the application for amd granting
of patents, sxpressed in noatechnical langnage for the Liy-
man, Multiple copies avaitable from Superintendent of Docu-
MONIS,

Manual of Patent Ixamining Procedure. A loose-leal
manual which serves printarily as a detailed relerence work
onpatentexamining practice and procedure for the Patent ikl
Trademark Office’s Examining Corps sinchuling statutes,
rules, treatics, eles, Subxeription service ineludes basic man-
ual, rovisions, and change notices.

Patents and Inventions < An information Aid to biventors,
The purpose of this publication is w aid inventors in - Jeckling
whicther to apply for patents, in obtaining patent profection,
el i promoting their inventions,

Pateni Atternevs and Agents Registered to Practice Be-
forethe US, Patent and Trademark Office. An alphaberically
ancd a geopraphically arranged listing of patent attorneys ad
agents registered o practico before the U, S, Patent and
Tradenuuk Office.

Title 37 - Code ol Federal Regalations, Compilation of
the rules of practice ol the UL S, Patent and Teademak Oftice,

Rev, T Apr, T9R9
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Publicutions Availuble From the Patent and
Trademavk Offtce

Orders should be wlidressed 1o Patent and Teademark
Office, Washington, D.C. 20231, Remittanees should e
made payable 1 Commissioner of Patents and Triademaks,
Postage stamps, Superintendent of Documents conpons or
other Government coupons are not aceeplable in paymoent of
Patent and Trademauk Office fees.

Q & A Abowr Patents. Briet naetechnical answers (o
questions most lreguently asked about Pateats,

Q& A Abowr Plant Patents, Sane as above Tor plant
patents,

Patenes. Copies of the specitication and drawings of all
patents are available at one dollar >and fifty cents< each,
When ordering, identily the patent by the patent numiber, or
pive full name of the inventor and approximate date of
issuange ol the patent,

Classification Definitonys, Comain the changes in classi-
fication of patents as well as definitions of now ad vevised
classes and subgelasses, Price is based upon size ol publica-
tion,

Weeklv Class Shects. Lists showing classilication of each
patent in the weekly issue of the Parent Official Gazette,






