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PART I - PATENT AND TRADEMARK

OFFICE
CHAPTER [ - ESTABLISHMENT, OFFICERS,
FUNCTIONS
See.
1 Establishment,
2 Scal.

3 Officers and employees.

4 Restrictions on officers and emiployees os (o interest in patents,
5 [Repenled. ]

6 DButics of Commissioner,

7 Board of Patent Appeals and Interferences.

8§ Library,

9 Classification of patents,

10 Certified copics of records.

11 Publications.

12 Exchange of copices of patents with foreign countries,
13 Copices of patents for public libraries.

14 Annnal repont to Congress.

35 U.8.C. I Establishment,

The Patent and Trademark Office shalt continuc as an office
in the Departiment of Commerce, where records, books, draw-
ings, specifications, and other papers and things pertaining o
patents and to teademark registrations shall be kept and pre-
served, except as otherwise provided by law.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat, 1949.)

35 U.8.C. 2 Seal.

The Patent and Trademark Office shall have a seal with
which letters pateat, certificates of trade-mark registrations, and
papers issucd {rom the Office shall be authenticated.

(Amended Jan. 2, 1975, Public Law 93.-596, sec. |, 88 Stat, 1949.)

35 US.C. 3 Officers and employees.,

(a) There shall be in the Patent and Trademark Office a
Commissioner of Patents and Trademarks, a Deputy Commis-
sioner, two Assistant Commissioners and examiners-in-chiefl
appointed under section 7 of this title. The Deputy Commis-
sioner, or, in the event of & vacancy in that office, the Assistant
Commissioner senior in date of appointment, shalt fifl the office
of Commissioner daring a vacancy in that office mntil the
Commissioner is appointed and 1akes office. The Commis-
sioner of Patents and Trademarks, the Deputy Commissioner,
and the Assistant Commissioners shall be appoinied by the
President, by and with the advice and consent of the Senate, The
Seeretary of Commerce, upon ihe nomination of the Commis-
sioner, in accordance with Taw shall appoint all other officers
and employcees,

(h) The Secretary of Commerce may vest in himself' the
functions of the Patent and Trademark Office and its officers
and employees specified in this title and may from time to time
authorize their performance by any other officer or employcee.

(¢) The Sceretary of Commeree is authorized to fix the per
annum eate of basic compensation of cach examiner-in-chicl in

'.4'3

the Patent and Trademark Office at not in exeess of the maxi-
mum scheduled rate provided for positions in grade 17 of the
General Schedule of the Classification Actof 1949, asamended.

(d) The Commissioner of Patents and ‘Trademarks shall be
an Assistant Sceretary of Commerce and shall receive compen-
sation at the rate preseribed by law for Assistant Seeretaries of
Commerce,

(¢) The members of the Trademark Trial and Appeal Board
of the Paient and Trademark Oflice shall each be paid at a rate
not to exceed the maximum rate of basic pay payable foi GS-16
of the General Schedule under section 5332 of vitle 5.

(Subscction (¢) amended Sept. 6, 1958, Public Law 85-933, sec. 1,
72 Stat, 1793; Sept. 23, 1959, Public Law 85-370, sce. [(a), 73 Stat,
650; Aug. 14,1964, Public Law 88-420, sce, 305(26), 78 Stat. 425; Jan,
2, 1975, Public Law 93-596, sce. 1, 88 Stat. 1949; Jan. 2, 1975, Public
Law 93-601, sce. 1, 88 Stat, 1956; Aug. 27, 1982, Public Law 97247,
see. 4, 96 St 319)

(Subsection (d) added Oct, 25, 1982, Public Law 97-366, 96 Stal,
1760.)

(Subsection (¢) added Nov. 8, 1984, Public Law 98-622, sec. 405,
98 Stat, 3392.)

35U.8.C. 4 Restrictions on officers and employces
as to interest in patents,

Officers and employcees of the Potent and Trademark Office
shall be incapable, during the period of their appointments and
for one year thereaf'ter, of applying for a patent and of acquiring,
dircctly or indirectly, except by inheritance or bequest, any
patentor any right or interestin any patent, issued or to be issucd
by the Office. In patents applied for thereafter they shall not be
entitled to any priority date carlier than one year after the
iermingtion of their appointment,

(Amended Jan, 2, 1975, Public Law 93596, sec, 1, 88 Stat. 1949.,)
IS US.C. 5 [Repealed]

(June 6, 1972, Public Law 92-310, Title B, sec. 208(a), 86 Stat,
203.)

35 US.C, 6 Duties of Commissioner,

(@) The Commissioner, under the dircction of the Secretary
of Commerce, shall superintend or perform all duties required
by law respecting the granting and issuing of patents and the
registration of trademarks; shall have the authority 1o carry on
studics, programs or exchanges of items or services regarding
domestic and international patent and trademark law or the
administration of the Petent and Trademark Office; and shali
have charge of property belonging to the Patent and Trademark
Office. e may, subject 10 the approval of the Sceretary of
Commeree, establish regulations, not inconsistent with law, for
the conduct of proceedings in the Patent and Trademark Office.

(b) The Commissioner, under the direction of the Sceretary
of Commerce, may, in coordination with the Department of
State, carry on programs and studics cooperatvely with forcign
patent offices and international intergovernmental organiza-
tions, or may authorize such programs and studics to be carried
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on, in connection with the performance of dutics stated in
subsection (a) of this section,

(¢) The Commissioner, under the direction of the Sceretary
of Commerce, may, with the concurrence of the Secretary of
Swte, transter funds appropriated to the Patent and Trademark
Office, not to exceed $100,000 in any year, 1o the Department
of State for the purpose of making special payments o intema-
tional intergovernmental organizations for studics and pro-
prams for advancing international cooperation concerning pat-
ents, trademarks, and related matters, These special payments
may be in addition 1o any other payments or conéributions to the
internationat organization and shall not be subject to any limi-
tations imposed by law on the amounts of such other payments
or contributions by the Government of the United States.

( Subscction (¢) amended Oct, 5, 1971, Public Law 92132, 85 Stat.
364; Jan. 2, 1975, Public Law 93-596, scc. 1, 88 Sta1, 1949; Aug. 27,
1982, Public Law 97-247, sec. 13, 96 Stal. 321))

(Subsection (d) repealed Aug. 27, 1982, Public Law 97-247, sec. 7,96
Stat. 320.)

ISUL.C. T Bourd of Patent Appeals snd
Interferences.

(a) The examiners-in-chief shall be persons of competent
fegal knowledge and scientific ability, who shall be appointed o
the competitive service. The Commissioner, the Deputy
Commissioner, the Assistant Commissioners, and the ¢xamin-
ers-in-chiel shall constitute the Board of Patent Appeals and
Interferences,

(b) The Board of Patent Appeals and Interferences shall, on
writien appeal of an applicant, review adverse decisions of
examiners upon applications for patents and shall determine
priority and pateniability of invention in interferences declared
under section 135(a) of this title. Each appeal and interference
shall be heard by at teast three members of the Board of Patent
Appeals and Interferences, who shall be designated by the
Commissioner, Only the Board of Patent Appeals and Interler-
ences sas the authority 1o grant rehearings,

(©) Whenever the Commissioner considers it necessary, in
order 1o keep current the work of the Board of Patent Appeals
and Interferences, the Commissioner may designate any patent
examiner of the primary examiner grade or higher, having the
requisite ability, to serve as examiner-in-chicf for periods not
exceeding six months each, An examiner so designated shall be
qualificd o act as a member of the Board of Patent Appeals and
interferences, Not more than one of the members of the Board
of Patent Appeals and Interferences hearing an appeal or deter-
mining an interference inay be an examiner so designated, The
Secretary of Commerce is authorized to fix the pay of cuch
designated examiner-in-chief in the Patent and Trademark
Office at not to exceed the maximum rate of basic pay payable
for grade GS-16 of the General Schieduale under section 5332 of
e 5. The rate of basic pay of cach individual designated exam-
iner-in-chicf shall be adjusted, at the close of the period for
which that individual was designated to act examiner-in-chicf,
to the rate of basic pay that individual would have been receiv-
ing at the close of such period if such designation had not heea
madc.

Rev. 12, July 1989

(Amended Nov, 8, 1984, Public Law 98-622, sec. 201(a), 98 Siat.
3386.)

ISUS.C.8 Library.

The Commissioner shall maintain a library of scientific and
other works and periodicals, both forcign and domestic, in the
Patent and Trademark Office o aid the officers in the discharge
of their dutics,

(Amended Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Stat, 194%.)

IS5 US.C.9 Classification of patents.

The Commissioner may revise and maintain the classifica-
tion by subject matter of United States letters patent, and such
other patents and printed publications as may be nccessary or
practicable, for the purpose of determining with readiness and
gccuracy the novelty of inventions for which applications for
patent are filed.

35 U.S.C. 10 Certified copies of records.

The Commissioner may fumish certificd copies of specifi-
cations and drawings of patents issued by the Patentand Trade-
mark Office, and of other records available cither o the public
or to the person applying therefore.

(Amended Jan. 2, 1975, Public Law 93.596, sec. 1, 88 Stal, 1949))

35 U.S.C. 11 Publications

(a) The Commissioner may print, or cause to he printed, the
following;

1. Patents, including specifications and drawings, together
with copices of the same, The Patent and Trademark Office may
print the headings of the drawings for patents for the purpose of
photolithography.

2. Centificates of trade-mark registrations, including state-
ments and drawings, together with copies of the same.,

3. The Official Gazette of the United Siates Patent and
Trademark Office.

4. Annual indexes of patents and patentees, and of rade-
marks and registrants,

5. Annua! volumes of decisions in patent and trade-mark
casces.

6. Pamphict copics of the patent laws and rules of practice,
laws and rules retating to trade-marks, and circulars or other
publications relating 1o the business of the Office,

(b) The Commissioner may exchange any of the publica-
tons specified in items 3, 4, §, and 6 of subsection (a) of this
section for publications desirable for the use of the Patent and
Trademark Office,

(Amended Jan. 2, 1975, Public Law 93.596, sec. 1, 88 Stat, 1949.)

35 U.S.C. 12, Exchange of copies of patents with foreign
countries,
The Commissioner may exchange copics of specifications
and drawings of United States paients for those of forcign
countries,
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35 U.S.C. 13. Copies of patents for public Hbraries,

‘The Commissioner may supply printed copics of specifica-
tions and drawings of patents to public librarics in the United
States which shall maintain such copics for the use of the public,
at the rate for cach year's issuc established for this purpose in
scetion 4 1(d) of this title.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 15, 96 Stat,
321)

35 U.S.C. 14. Annual report to Congress.

The Comnuiissioner shall report 0 Congress annually the
moneys received and expended, statistics concerning the work
of the Office, und other information relating to the Office as miay
be useful o the Congress or the public,

CHAPTER 2 - PROCEEDINGS IN THE PATENT AND
TRADEMARK OFFICE
See.
21 Filing duto and day for wking netion.
22 Printing of papers filed.
23 Testimony in Patent and Trademark Office cases.
24 Subpoenus, witnesses.
25 Declaration in lieu of oath,
26 Eifect of defective execution.

35 US.C, 21 Filing date and day for taking action.

(a) The Commissioner may by rule prescribe that any paper
or fee required to be filed in the Patent and Trademark Office
will be considered filed inthe Office on the date on which it was
deposited with the United States Postal Service or would have
been deposited with the United States Postal Service but for
postal service interruptions or emergencies designated by the
Commissioner.

(b) When the day, or the last day, (or taking any action or
paying any fee in the United States Patentand Trademark Office
falls on Saturday, Sunday, or a federal holiday within the
Bistrict of Columbia, the action may be taken, or fee paid, on the
next succeeding sceular or business day.

(Amended Jun. 2, 1975, Public Law 93-596, scc. 1, 88 Swut. 1949;
Aug. 27, 1982, Public Law 97-247, scc. 12, 96 Stat, 321.)

35 1.8.C, 22 Printing of papers filed.
The Commissioner may require papers filed in the Patent
and Trademark Office to be printed or typewritten,

(Amended Jan, 2, 1975, Public Law 93.596, sec, 1, 88 Stw, 1949,)

35 US.C. 23 Testimony in Patent and Trademark »
Office cases

The Commissioner may establish rules for taking affidavits
and depositions required in cases in the Patent and Trademark
Office. Any officer authorized by law to take depositions to be
used in the couris of the United States, or of the State where he
resides, may take such affidavits and depositions.

(Amended Jan., 2, 1975, Public Law 93-596, sec. 1, 88 Stat, 1949.)

L-5§

35 U.S.C. 24. Subpoenas, witnesses .

The clerk of any United States court for the district wherein
testimony is (0 be taken for use in any contested case in the
Patent and Trademark Office, shall, upon the application of any
party thereto, issuc a subpoena for any witness residing or being
within such district, commanding him 1o appecar and testify
before an officer in such district authorized (0 take depositions
and affidavits, at the time and place stated in the subpoena. The
provisions of the Federal Rules of Civil Procedure relating to the
attendance of witnesses and to the production of documents and
things shall apply Lo contested cascs in the Patent and Trade-
mark Office.

Every witness subpocenacd and in atiendance shall be al-
lowed the fees and traveling expenses allowed to witnesses
atiending the United States districl courts.

A judge of a court whose clerk issued a subpoena may
enforce obedience to the process or punish disobedience as in
other like cases, on proof that a witness, served with such
subpocna, neglected or refused to appear or o testify, No
witness shall be deemed guilty of contempt for disobeying such
subpoena unless his fees and traveling expenses in going to, and
returning from, and one day’s attendance at the place of exami-
nation, arc paid or tendered him at the time of the service of the
subpoena; nor for refusing to disclose any secret matter except
upon appropriatc order of the court which issued the subpocena.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 US.C. 25 Declaration in licu of outh,

(a) The Commissioner may by rule prescribe that any docu-
ment (o be filed in the Patent and Trademark Office and which
is required by any law, rule, or other regulation to be under oath
may be subscribed 1o by a written declaration in such forrm as the
Comunissioner may prescribe, such declaration to be in licu of
the oath otherwise required.

(b) Whenever such written declaration is used, the document
must warn the declarant that willful false statements and the like
are punishable by fine or imprisonment, or both (18 U.S.C.
1001).

(Added Mar, 26, 1964, Public Law 88-292, sec. 1, 78 Su. 171,
amended Jan. 2, 1975, Public Law 93-596, scc. 1, 88 Stat. 1949.)

IS US.C, 26 Effect of defective execution.

Any document to be filed in the Patent and Trademark
Office and which is required by any law, rule, or other regulation
to be exccuted in a specificd manner may be provisionally
aceepted by the Commissioner despite a defective execution,
provided a properly exccuted document is submitted within
such time as may be prescribed,

(Added Mar. 26, 1964, Public Law 88-292, sec. 1, 78 Stat, 171;
amended Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Sial, 1949.)
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CHAPTER 3 - PRACTICE BEFORE PATENT AND
TRADEMARK OFFICE
Sec.
31 Regulations for agents and attorneys.
32 Suspension or exclusion from practice.
33 Unauthorized representation as practitioner.

35 U.S.C. 31 Regulations for agents and attorneys

The Commissioner, subject to the approval of the Secretary
of Commerce, may prescribe regulations governing the recog-
nition and conduct of agents, attorneys, or other persons repre-
senting applicants or other parties before the Patent and Trade-
mark Office, and may require them, before being recognized as
representatives of applicants or other persons, to show that they
are of good moral character and reputation and are possessed of
the necessary qualifications to render to applicants or other
persons, valuable service, advice, and assistance in the presen-
tation or prosecution of their applications or other business
before the OfTice.

(Amended Jan. 2, 1975, Public Law 93-596, scc. 1, 88 Stat. 1949.)

35 U.8.C. 32 Suspension or exclusion from practice

The Commissioncr may, after notice and opportunity for a
hearing, suspend orexclude, cither generally orinany particular
case, from [urther practice before the Patent and Trademark
Office, any person, agent, or attorney shown 1o be incompetent
or disreputable, or guilty of gross misconduct, or who does not
comply with the regulations cstablished under section 31 of this
title, or who shall, by word, circular, leter, or adveriising, with
intent to defrand in any manncr, deccive, mislead, or threaten
any applicant or prospective applicant, or other person having
immediate or prospective business belore the Office, The rea-
sons for any such suspension or exclusion shall be duly re-
corded. The United States District Court for the District of
Columbia, under such conditions and upon such proceedings as
itby its rules determines, may review the action of the Commis-
sioner upon the petition of the person so refused recognition or
so suspended or excluded.

(Amended Jan. 2, 19785, Public Law 93-596, scc. 1, 88 Stat,1949.)

35 U.S.C. 33 Unauthorized representation as
practitioner.

Whoever, not being recognized to practice before the Patent
and Trademark Office, holds himself out or permits himself to
be held out as so recognized, or as being qualified to prepare or
prosccute applications for patent, shall be fined not more than
$1,000 for cach offense.

(Amended Jan. 2, 1975, Public Law 93-596, sce. 1, 88 Stat. 1949,)
CHAPTER 4 - PATENT FEES
Sec,

41 Patent fecs.
42 Patent and Trademark Office funding.
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35 U.8.C. 41 Patent fees.
(a) The Commissioncr shall charge the following fces:

1. On filing cach application for an original patent, except
in design or plant cases, $300%; in addition, on filing or on
prescentation at any other lime, $30* for cach claim in independ-
cnt form which is in excess of three, $10* for cach claim
(whether independent or dependent) which is in excess of
twenty, and $100* for cach application containing a multiple
dependent claim, For the purposc of computing fecs, a multiple
dependent claim as referred to in section 112 of this title or any
claim depending therefrom shall be considered as separate
dependent claims in accordance with the number of claims to
which reference is made. Errors in payment of the additional
fees may be rectified in accordance with regulations of the
Commissioner.

2. For issuing cach original or reissue patent, except in
design or plant cases, $500*.

3. In design and plant cases:

a. On filing cach design application, $125%.
b. On filing cach plant application, $200*,
¢. On issuing each design patent, $175%,

d. On issuing cach plant patent, $250*.

4. On filing cach application for the reissuc of a patent,
$300%; in uddition, on {iling or on presentation at any othertime,
$30* for cach claim in independent form which is in excess of
the number of independent claims of the original patent, and
$10* for cach claim (whether independent or dependent) which
is in excess of twenty and also in excess of the number of claims
of the original patent. Errors in payment of the additional fecs
may be rectificd in accordance with regulations of the Commis-
sioner,

5. On filing cach disclaimer, $50%.

6. On filing an appeal from the examiner to the Board of
Patent Appeals and Interfcrences, $115*%; in addition, on filing
abricl in support of the appeal, $115*, and on requesting an oral
hearing in the appeal belore the Board of Patent Appceals and
Interferences, $100*,

7. On filing cach pclition for the revival of an
unintentionally abandoned application for a patent or for the
unintentionally delayed payment of the fee for issuing cach
patent, $500*, unless the petition is filed under sections 133 or
151 of this title, in which casc the fee shall be $50*.

8. For petitions for onc-month extensions of time 1o take
actions required by the Commissioner in an application:

a. On fiting a first petition, $50%,

b. On filing a second petition, $100*,

¢. On filing a third or subscquent petition, $200*,

(b) The Commissioner shall charge the following fees for
maintaining a patent in force:

1. Three years and six months aflter grant, $400%,

2. Scven years and six months after grant, $800*,

3. Eleven years and six months after grant, $1,200%,

Unless payment of the applicable maintenance fee is re-
ceived in the Patent and Trademark Office on or befere the date
the fee is due or within a grace period of six months thercafter,
the patent will expire as of the end of such grace period. The
Commissioner may require the payment of & surcharge as a
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condition of accepting within such six-month grace period the
late payment of the applicable maintenance fee, No fee will be
established for maintaining a design or plant patent in foree.

)(1) The Commissioner may accept the payment of any
maintenance fee required by subsection (b) of this section after
the six-month grace period if the delay is shown 1o the satisfac-
ton of the Commissioner 10 have been unavoidable, The
Commissioner may require the payment of & surcharge as a
condition of accepting payment of any maintenance fee after the
six-month grace period, If the Commissioner accepts payment
of amaintenance fec afier the six-month grace period, the patent
shall be considered as not having expired at the end of the grace
period.

(2) No patent, the term of which has been maintained as a
resultof the aceeptance of a payment of o maintenance fee under
this subscction, shall abridge or affect the right of any person or
his successors in business who made, purchased or used after the
six-month grace period but prior to the aceeptance of a mainte-
nance fee under this subscction anything protected by the
patent, to continne the use of, or to sell to others to be used or
sold, the specific thing so made, yurchased, or used. The court
before which such matter is in question may provide for the
continued manufacture, use or saie ol the thing made, pur-
chascd, or used as specilied, or for the manufacuure, use or sale
of which substantial preparation was made after the six-month
grace period but before the acceprance of a maintenance fee
under this skbsection, and it may also provide for the contimied
practice of any process, practiced, or for the practice of which
substantial preparation was made, after the six-month grace
period but prior to the aceeptance of a maintenance fee under
this subscction, o the extent and under suchi terms as the court
deems cyuitable for the protection of invesiments made or
business commenced after the six-month grace period but
helore the aceeptance of a maintenance fee under the subscc-
tion,

() The Commissioner will establish fees for all other proc-
cssing, services, or materials related 1o patents not specificed
ahove torecover the estimated average cost to the Office of such
processing, services, or materials, The yearly fee for providing,
a tibrary specified in section 13 of this titie with uncertified
printed copies of the specifications and drawings for all patents
issucd in that ycar will be $50,

(&) The Commissioner may waive the paymentof any fre for
any service or material related to paients in connection with an
occasional or incidental request made by a department or
agency of the Government, or any officer thereof. The Commis-
sioner may provide any applicant issued a notice under section
132 of this title with & copy of the specilications and drawings
for all patents referred 1o in that notice without charge,

() The fees established in subsections (a) and (b) of thig
section may be adjusted by the Commissioner on October 1,
1985, and every third year thereafter, to reflect any fluctuations
oceurring during the previous three years in the Consamer Price
Index, as determined by the Secretary of Labor. Changes of less
than | per cenium may be ignored.

() No fec established by the Commissioner under this
section will take effect prior o sixty days following notice in the
Federal Register.,

(h)(1) Fees charged under subsection (1) or (b) shall be
reduced by 50 percent with respect to their application to any
small business concern as defined under section 3 of the Small
Business Act, and 10 any independent inventor or nonprofit
organization as defined in regulations issued by the Commis-
sioner of Patents and Trademarks.

(2) With respect to its application to any entity described in
paragraph (1), any surcharge or fee charged under subsection (¢)
or (d) shall not be higher than the surcharge or fee required of
any other entity under the same or substantially similar circum-
stances,

(Subsection (n)(6) amended Nov. 8, 1984, Public §.aw 98622, sec,
204(a), 98 S, 3388.)

(Subsection (g) amended Dec, 12, 1980, Public Law 96-517, sec.
2,94 St 3017, Aug, 27, 1982, Public Law 97-247, sec. 3, 96 S,
N

(Subsection (h) added Nov, 6, 1986, Public Law 99607, sec.
1(b)(2).)

* NOTE: UNDER 35 US.C. subsection 41(D),
THE AMOUNTS OF THE FEES HAVE BEEN
INCREASED BY RULE; SEE 37 CFR L16 - 1.21
FOR CURRENT AMOUNTS

IS US.C. 42 Patent and Trademark Office funding,

() Allfees for services performed by or materials furnished
by the Patent and Trademark Office will be payable to the
Commissioner,

(b) Allfees paid to the Commissioner and all appropriations
for defraying the costs of the activities of the Patent and
Trademark Office will be credited to the Patent and Trademark
Office Appropriation Account in the Treasury of the United
States, the provisions of section 725¢ of tide 31, United States
Caode, notwithstanding,.

(¢) Revenues from fees will be available (o the Commis-
sionerof Patents Lo carry ou, to the extent provided for inappro-
priation Acts, the activities of the Patent and Trademark Office.
Fees available (o the Commissioner under section 31 of the
Trademark Act ol 1946, as amended (15 U.S.C. 1113), shall be
used exclusively for the processing of trademark registrations
and for other services and materials relating to trademarks,

() The Commissioner may refund any fee paid by mistake
or any amount paid in excess of that required,

(Amended Nov. 14, 1975, Public Law 94-131, sec. 4, 89 Stat, 690;

Dee, 12, 1980, Pablic Law 96-517, sec. 3, 94 St J018; Aug. 27, 1982,
Public Law 97.247, see. 3(g), 96 St 319))
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PART I - PATENTABILITY OF INVENTIONS
AND GRANT OF PATENTS

CHAPTER 10 - PATENTABILYTY OIF INVENTIONS
See.
X Definitions,
101 Inventions patentable,
102 Conditions for patantability; novelty and loss of right 1o patent,
103 Conditions for patentability; non-obvious subject matter.
104, Invention made abroud,

IS US.C. 100 Definitions.

When used inthis title unfess the contextotherwise indicates

(0) The term “invention” means invention or discovery,

(b) The term “process” means process, art or methad, and
includes a new use of a known process, machine, manufactare,
composition of matler, or material,

() The terms “Uniged States” and *“this country” mean the
United States of Americy, its territories and possessions,

() 'The word “paientee” includes not only the patentee to
whom the patent was issued butalso the successors in title to the
patentee.

IS ULS.C. 101 Inventions patentable.

Whoever invenis or discovers any new and uselul process,
machine, manufacture, or composition of matter, or any new
and nseful improvement thereol, may obtain g patent therefor,
subject to the conditions and requirements of thiy title,

35 U.8.C, 102 Conditons for patentabitity; novelty
aud loss of right to putent,

A person shull be entitled (o o patent unlesy -

(a) the invention was known or used by others in this
country, or patented or described in a printed publication in this
or & forcign countey, hefore the invention thereof by the appli-
cunt for patent, or

{(b) the invention was patented or described in o prinied
publication in this or g forcign country or in public use or on sale
in this country, more than one year prior o the date of the
application for patent in the United States, or

(¢) ke has abandoned the invention, or

(d) the invention was First patented or enused 1o be patented,
or was the subject of an inventor's certificate, by the applicant
or his legal representatives or assigns b a forelgn country prior
t0 the date of the application for patent in thiy country on an
application for patent or inventor's cestificate filed more than
twelve months before the fifing of the application in the United
Sues, or

(¢) the invention wag described in o patent granted on an
application for patent by another filed in the United States
before the invention thereol by the applicant for patent, or on an
international application by another who has falfitled the re-
quirements of paragraphs (1), (2), and (4) of section 371(¢) of
this title before the invention thereol by applicant for patent, or

(f) he did not himself invent the subject matter sought o be
patented, op
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(&) before the applicunt’s invention thercof the invention
was made in this country by another who had not abandoned,
suppressed, or concealed it In determining priority of invention
there shall be considered not only the respective dates of
conception and reduction to practice of the invention, but also
the reasonable diligence of one who was first to conceive and
lost to reduce 10 practice, from u tme prior to conception by the
other,

{Amended July 28, 1972, Public Law 92-358, sec. 2, 86 Siat, 501;
Nov. 14, 1975, Public Law 94-131, sec. 3, 89 S 691.)

35 U.S.C.103 Conditlons or patentability;
non-obvious subject matter,

A patent may not be obtained thought the invention is not
tdentically disclosed or described as set forth in section 102 of
this title, if the differences between the subjeet matter sought to
be patented and the prior art are such that the subject matter a8
u whole would have been obvious at the time the invention was
made (o a person having ordinary skill in the art to which said
subject matter pertaing, Patentability shatl not be negatived by
the mzswer in which the invention was made,

Subject mater developed by another person, which guali-
ties as prior art only under subsection {f) or () of section 102 of
this ttle, shall not preclude patentability under this section
where the subject matter and the claimed invention were, at the
time the invention was mode, owned by the same person or
subjeet (o an obligation of assignment (o the sume person,

(Secomd paragraph added Nov, 8, 1984, Puhlic Law 98.622, sec.
105, 98 Stan 3384.)

38 U.S.C, 164 Invention made sbrond.

In proceedings in the Patentand 'Trademark Office and inthg
courts, an applicant for o patent, or a patentee, may notestablish
o date of invention by reference o knowledpe or use thereof, or
other activity with respeet thereto, in o foreign country, except
ay provided in sections 119 and 365 of this title. Where an
invention was mude by person, civil or military, while domi-
ciled in the United Sintes and serving in a foreign country in
connection with operations by or on behalf of the United States,
he shall be entitled o the same rights of priority with respect 10
suchinventionas il the same had beenr made in the United Staies.

(Amended Jan 2, 1975, Public Law 93.596, nec. 1, 88 Stat. 1949;
Nov. 14, 1075, Public Law 94- 131, sec, 6, 89 Swat. 691.)

CHAPTER 1§ - APPLICATION FOR PATENT
Sec.
111 Applicstion Tor patent,
112 Specilication,
13 Drawingy,
114 Maodels, speciimens,
115 Ouwih of applicant,
116 Inventor,
L7 Death or incapacity of inventor.
118 Piling by other than inventor,
119 Benofit of cwlier filing dnte in foreign comntry; right 1o priority.
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120° Benefit of surlier filing date in the United Sttes,
121 Divisional applications,
122 Confidential statvs of applications.

35 US.C. 111 Application for patent,

Application for patent shall be made, or authorized to be
made, by the inventor, exceptas otherwise provided in this title,
in writing to the Commissioner. Such application shall include
(1) a specification as prescribed by section 112 of this title; (2)
o drawing as prescribed by section 113 of this title; and (3) an
oath by the applicant as prescribed by scection 115 of this title.
The application must be accompanied by the fee required by
law. The fee and oath may be submitted after the specification
and any required drawing are submitted, within such period and
undder such conditions, including the payment of a surcharge, as
may be prescribed by the Commissioner. Upon lailure to submit
the fee and oath within such prescribed period, the application
shall be regarded as abandoned, unless it is shown to the
satisfaction of the Commissioner that the delay insubmitting the
fee and oath was unavoidable. The filing date of an application
shall be the date on which the specification and any required
drawing are received in the Patent and Trademerk Office.

(Amended Aug. 27, 1982, Public Lsw 97-247, sec. 5,96 S$1a, 319.)

35 US.C. 112 Specification,

The specification shalk contain a written description of the
invention, and of the manner and process of making and using
it, in such (ull, clear, concise, and exact terms as to cnable any
person skilled in the art to which it pertains, or with which it is
most nearly connected, to make and use the same, and shall sct
forth the best mode contemplated by the inventor of carrying out
his invention.

The specification shall conclude with one or more claims
particutarly pointing out and distinctly claiming the subject
miatter which the applicant regards as his invention,

A claimmay be writien in independent or, if the nature of the
case admits, in dependent or multiple dependent form,

Subject 10 the following paragraph, a claim in dependent
form shallcontain areference to a claim previously set forth and
then specify 4 further limitation of the subject matter claimed.
A claim in dependent form shatl be construed to incorporate by
reference all the limitations of the claim to which it refers,

A clyim in multiple dependent form shall contain a refer-
ence, in the aliernative only, to more than one claim previously
set forth and then specify a further limitation of the subject
matter claimed. A muoltiple dependant claim shall not serve as a
basis for any other multiple dependent ¢laim. A multiple de-
pendent claim shall be construed 1o incorporate by reference all
the limitations of the particular claim in relation o which it is
heing considered.

An clement in a cluim for a combination may be expressed
as a means or step lor performing a specified function without
the recital of structure, material, or acts in support thereof, and
such claim shall be construed o cover the corresponding strue-
ture, material, or acts described in the specification and equiva-
fents thereof,

L-()

16

(Amended July 24, 1965, Public Luw 89-83, sec. 9, 79 Stat, 261;
Nov. 14, 1975, Public Law 94-131, sec. 7, 89 Sua. 691.)

35 US.C. 113 Drawings.

The applicant shall furnish a drwing where necessary for
the understanding of the subject matter sought to be patented.
When the nature of such subject matter admits of illustration by
a drawing and the applicant has not furnished such a drawing,
the Cormmissioner may require its submission within o time
period of not less than two months from the sending of a notice
thereof, Drawings submitted after the filing date of the applica-
tion may not be used (i) to overcome any insufficiency of the
specification due to lnck of an enabling disclosure or otherwise
inadequate disclosure therein, or (i) to supplement the original
disclosure thereof for the purpose of interpretation of the scope
of any claim,

(Amended Nov. 14, 1975, Public Law 94131, soc. 8, 89 Sun. 691.)

35 U.S.C. 114 Models, specimens,

The Commissioner may require the applicant ¢ furnish &
madel of convenient size to exhibit advantageously the severai
parts of his invention.

When the invention relates to a composition of matter, the
Commissioner may require the applicant to furnish specimens
or ingredients for the purpose of inspection or experiment.

35 U.S.C. 115 Oath of appllcant.

The applicant shall make oath that he believes himself to be
the original and firstinventor of the process, machine, manufac-
ture, or composition of matter, or improvement thereof, for
which he solicits a pateny; and shatl state of what country he is
acitizen, Such onth may be made before any person within the
United States authorized by law to administer oaths, or, when
made in o forcign country, before any diplomatic or consulae
officer of the United States authorized to administer oaths, or
before any officer having an official seal and authorized to
adminisier oaths in the forcign country in which the applicant
may be, whose authority is proved by certificate of a diplomatic
orconsular officer of the United States, or apostille of an official
designated by a foreign country which, by treaty or convention,
accords like effect to apostilles of designated officials in the
United States. Such oath is valid if it complies with the laws of
the state or country where made, When the application is made
as provided in this title by a person other than the inventor, the
oath may be so varied in form that it can be made by him,

(Amended Aug, 27, 1982, Public Law 97247, see. 14(a), 96 S,
321.)

ISUS.C. 116 Inventors,

When ai invention is made by two or more persons jointly,
they shall apply for patent jointly and cach make the required
oath, except as otherwise provided in this title. Inventors may
apply for apatent jointly even though (1) they did not physically
work together or at the same time, (2) cach did not make the
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same type or amount of contribution, or (3) each did not make
acontribution o the subject matter of every claim of the patent,

11 a joint inventor refuses (o join in an application for patent
or cannot be found or reached after diligent etfort, the applica-
tion may be made by the other inventor on behalf of himself and
the omitted invengor, The Commissioner, on proof of the perti-
nent facts and afier such notice 1o the omitted inventor as he
prescribes, may grant a patent o the inventor making the
application, subject 10 the same rights which the omitted inven-
tor would have had i he had been joined. The omitted inventor
may subsequently join in the application,

Whenever through error a person is named in an application
for patent as the inventor, or through an error an inventor is not
named in an upplication, and such error arose without any
deceptive intention on his part, the Commissioner may permit
the application to be amended accordingly, under such erms as
he prescribes.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 6(u), 96 Stat,
320; Nov, 8, 1984, Public Law 98-622, sec, 104(a), 98 Stat. 3384))

IS US.C, 117 Death or incapacity of inventor.

Legal representatives of deceased inventors and of those
under legal incapacity may make application for patent upon
complianee with the requirements and on the samie terms and
conditions applicable to the inventor.,

38 U.S.C, 115 Filing by other than inventor,

Whenever g inventor refuses o execute an application for
patent, or cannot be found or reached after ditigent effort, a
person 1o whom the inventor has assigned or agreed in writing
to assign the invention or who otherwise shows sufficient
proprictary interest in the matter justifying such action, may
make application for patent on behalf of and as agent for the
inventor on proof of the pertinent (acts and o showing that such
action is necessary to preserve the rights ol the parties or 0
prevent irreparable damage; and the Conunissioner may granta
patent to sucli inventor upon such sotice to hinvas the Commis-
sioner deems sufficient, and on complianee with such regula-
tions us he prescribes.

ISUSL.C LY Benefit of eurlier filing date in forelgn
country; right of priovity.

An application for patent for an invention filed in this
country by any person who has, or whose legal representatives
or assigns have, previously regalarty filed an application for a
patent for the same invention in a foreign country which aftords
similar privileges in the case of applications filed in the United
Suites or to citizens of the United States, shall have the same
effect as the same application would have if filed in this country
on the date on which the application for patent for the sime
invention was fiest filed in such foreign country, if the applica-
tion in this country is filed within twelve months from the
carliestdate on which such foreign application was filed: but no
patent shall be granted on any applicatior for patent for an
invention which had been patenied or described in a printed
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publication in any country more than one year before the date of
the actuat filing of the application in this country, or which had
been in public use or on sale in this country more than one year
prior 1o such fiting,.

No application for patent shall be entitled 1o this right of
priority unless a claim thercfor and a certificd copy of the
original foreign application, specification and drawings upon
which it is based are filed in the Patent and Trademark Office
belore the patent is granied,or at such time during the pendency
of the application as required by the Commissioner not casiier
than six months after the filing of the application in thiscountry.
Such certification shall be mude by the patent office of the
forcign country in which filed and show the date of the applica-
tion and of the filing of the specification and other papers. The
Commissioner may require a translation of the papers {iled if not
in the English language and such other information as he deems
necessuey.

In like manner and subject to the same conditions and re-
quirements, the right provided in this sectionmay be based upon
a subsequent regularly filed application in the same foreign
country instead of the first filed forcign application, provided
that any foreign applicadon filed prior o such subsequent
applicadon has been withdrawn, abandoned, or otherwise dis-
posedof, without having been faid open to public inspection and
without lcaving any rights outstanding, and has not served, nor
thercafter shall serve, us a basis for claiming a right of priority.

Applications for inventors’ certificates filed in o foreign
country in which applicants have a right o apply, at their
discretion, cither fora patentor foran inventor’s cortificate shall
b treated in this country in the same manner and have the same
celiect for purpose of the right of priority under this section as
applications for patents, subject to the same conditions and
requirements of this section as apply to applications for patents,
provided such applicants are entitled to the benefits of the
Stockholm Revision of the Paris Convention at the time of such
filing,

(Amonded Oct. 3, 1961, Public Law 87.333, sec, 1, 75 Stat. 744;
July 28, 1972, Public Law 92.358, sec. 1, 86 Stat. 502; Jan. 2, 19785,
Public Law 93-596, soc. 1, 88 St 1949,)

IS US.C, 120 Benefit of earlier filing date in the
United States.

An application for patent for an invention disclosed in the
manner provided by the first paragraph of section 112 of this
title inan application previously filed in the United States, or as
provided by section 363 of thistitle, which is filed by an inventor
orinventors named in the previously filed application shall have
the sae effect, as 1o such invention, as though filed on the daie
of the prior application, if filed before the patenting or abandon-
ment of or termingtion of proceedings on the first application or
on an application similarly entitled 1o the benefit of the filing
dute of the fiest application andl il it contains or is amended 1o
contain a specific reference to the earlier filed application,

(Amended Nov, 14, 1078, Public Law 94131, sec, Y, 9 Stat, 601,
Nov. §, 1981, Public Law 98.622, scc. 104(1), 98 Stal, 385D
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35 US.C. 121 Divisional applications.

If two or more independent and distinet inventions are
claimed in one application, the Commissioner may require the
application to be restricted o ong of the inventions, if the other
invention is made the subject of a divisional application which
complics with the requirements of section 120 of this title it shail
be entitled to the benelit of the filing date of the originai
application, A patent issuing on an application with respeet to
which a requivement for restriction under this section has been
made, oronanapplication filed as a rosult of such a requirement,
shall nog be used as o reference either in the Patent and Trade-
mark Office or in the courts against a divisional application or
against the original application or any patent issued on cither of
them, if the divisional application is filed before the issuance of
the patent on the other application, If a divisional application is
directed solely to subject matter deseribed and claimed in the
original application as filed, the Commissioner may dispense
with signing and ¢xecution by the inventor, The validity of a
patent shall not be questioned for failure of the Commissioner
10 require the application to be restricted to one invention,

(Anended Jun. 2, 1975, Public Law 93596, sec. 1, B8 S1a1. 1949,)

35 U.S.C. 122 Conlidential stutus of applications,

Applications for patents shall be kept in confidence by the
Patentoand Trademark Office und no information concerning the
same given without anthority of the applicant or owner unless
necessary o carry out the provisions of any Act of Congress or
in such special circumstances as may be determined by the
Commissioner.

(Amended Jun, 2, 1975, Public Law 93-596, sec. |, 88 Stat. 19449,)

CHAPTER 12 - EXAMINATION OF APPLICATION
See,
131 Examination of application,
132 Notice of tejection; reexmminntion,
133 "Fime for prosecuting application,
134 Appuent o the Board of Paient Appeals and Interferences,
135 Interferences.

35 US.CO L3 Exnmination of application,

The Commissioner shall cause an examination to be made of
the application and the alfeged new invention; and il on such
examination it appears that the applicant is entitted to a patent
under the law, the Commissioner shall issue a patent therelor,

35 U.8.C, 132 Notice of rejection; reexamination,

Whenever, on examination, any claim for a patent is re-
jected, or any objection or requirement miade, the Commis-
sioner shail notify the applicant thereof, stating the reasons for
such rejection, or objection or teguirement, together with such
information and references as may be useful in judging of the
propricty of continuing the prosecution of his application; and
if after recciving such netice, the applicant persists in his claim
far apatent, withor withoutamendment, theapplication shall be
reexmuined, Noamendment shall introduce new matter into the
disclosure of the invention,

L- 11
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35 US.C. 133 Time for prosecuting application.

Upon failure of the applicant to prosecute the application
within six months after any action therein, of which notice has
been given or mailed 1o the applicant, or within such shorter
time, not less than thirty days, as fixed by the Commissioner in
such action, the spplication shali be regarded as abandoned by
the partics thereto, unless it be shown to the satistaction of the
Commissioner that such delay was unavoidable,

35 US.C 134 Appeal to the Board of Patent Appeals
and Interferences.

An applicant for a patent, any of whose claims has been
twice rejected, may appeal from the decision of the primary
examiner to the Board of Patent Appeals and Interferences,
having once paid the fee for such appeal,

(Amended Nov. 8, 1984, Public Law 98-622, sec. 204(c), 98 Stal,
3388.)

ISUS.C, 138 Interferences,

(#) Whenever an application is made for a patent which, in
the opinion of the Commissioner, would interfere with any
pending application, or with any unexpired patent, an interfer-
ence may be declared and the Commissioner shall give notice of
such declaration to the applicants, or applicant and patentee, as
the case may be. The Board of Puent Appeals and Imerfercnces
shall determine questions of priority of the inventions and may
determine questions of patentability, Any final decision, il
adverse to the claim of an applicant, shall constitute the final
refusal by the Patent and Trademark Office of the claims
involved, and the Commissioner may issuc a patent (o the
applicant who is adjudged the prior inventor. A linal judgment
adverse 1o a patentee rom which no appeal or other review hag
been or can be taken or had shall constitute cancellation of the
claims involved in the patent, and notice of such cancellation
shall be endorsed on copices of the patent distributed after such
cancellation by the Patent and Tademark Office,

(b) A claim which is the same as, or for the same or substan-
tinlly the same subject matter as, a claim of an issucd patent may
not be made in any application unless such aclaim is made prior
to one year from the date on which the patent was granted.

(¢) Any agreement or understanding between partics to an
interference, including any collateral agreements referred to
therein, made in connection with or in contemplation of the
termination of the interference, shall be in writing and a true
copy thercof filed in the Patent and Trademark Office before the
teemination of the interference as between the said partics o the
agreement or understanding. Il any party liling the same so
requests, the copy shalt be kept separate (rom the file of the
interference, and made available only to Government agencies
on written request, or to any person on a showing of good cause,
Failure to file the copy of such agreement or understanding shall
render permanently unenforceable such agrecment or under-
standing and any patent of such partics involved in the interfer-
ence or any patent subscguently issued on any application of
such parties so involved. The Commissioner may, however, on
a showing of good cause for failure 1o file within the time
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preseribed, permit the filing of the agreement or understanding
during the six-month period subscquent to the termination of the
interference as between the parties o the agreement or under-
standing,.

The Commissioner shall give notice 1 the partics or their
attorneys of record, a reasonable time prior to said termination,
of the filing requirement of this section. If the Commissioner
gives such notice at a fater time, irrespective of the right to file
such agreement or understanding within the six-month period
onashowing of good cause, the partics may file such agreement
orumderstanding within sixty days of the receipt of such notice.

Any discretionary action of the Commissioner under this
subscction shall be reviewable under scction 10 of the Admin-
istrative Procedure Act.

(d) Parties to a patent interference, within such time as may
he specificd by the Commissioner by regulation, may determine
such contest or any aspect thereof by arbitration. Such arbitra-
tion shall he governed by the provisions of title 9 o the extent
such title is not inconsistent with this section, The parties shall
give notice of any arbitration award 0 the Commissioner, and
such award shall, as between the parties to the arbitration, be
dispositive of the issues to which it relates, The arbitration
award shall be unenforceable untif such notice is given, Nothing
in this subsection shali preclude the Commissioner from deter-
mining patentability of the invention involved in the interfer-
ence.

(Subsection (w) amended Nov, 8, 1984, Public Law 98-622, scc.
202, 98 Siat. 3386,)

(Subscetion () smended Oct, 15, 1962, Public Law 87-831, 76
Stat. 958; Jan, 2, 1975, Public Law 93.596, scc. 1, 88 S, 1949,)

(Subsection (d) added Nov. 8, 1984, Public Law 98-622, sec. 105,
98 Stat, 3385)

CHAPTER 13 - REVIEW OF PATENT AND
TRADEMARK OFFICE DECISION
Scee.
141 Appesl to Court of Appeals for the Federal Circuit.
142 Notice of appeal.
143 Proceedings on appeal.
144 Decision on appeal.
145 Civil action to obtain patent,
146 Civil sction in case of interference

IS US.C 141 Appeal to Court of Appeals for the
Federal Circait,
Anapplicant dissatisficd withthe decision inanappeal tothe
Board of Patent Appeals and Interferences under section 134 of

this titie may appeal the decision (o the United States Court of

Appeals for the Federal Circuit. By filing such an appeal the
applicant waives his or her right to proceed under section 145 of
thistitle. A party to an interference dissatisfied with the decision
of the Board of Patent Appeals and Interferences on the interfer-
ence may appeal the decision to the United States Court of
Appeals for the Federal Circuit, but such appeal shall be dis-
missed if any adverse party to such interference, within twenty
days after the appellant has filed notice of appeal in accordance
with scetion 142 of this title, fites notice with the Commissioner
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thatthe party elects to have all further proceedings conducted as
provided in section 146 of this tile. If the appellant does not,
within thirty days after filing of such notice by the adverse party,
file a civil action under section 146, the decision appealed from
shall govern the further proceedings in the case.

(Amended Nov. 8, 1984, Public Law 98-622, sec. 203(a), 98 Stat.
3387.)

35 U.S.C. 142 Notice of appeal.

When an appeal is taken to the United States Court of
Appeals for the Federal Circuit, the appellant shall file in the
Patent and Trademark Office a written notice of appeal directed
to the Commissioner, within such time after the date of the
decision from which the appeal is taken as the Commissioner
prescribes, but in no case less than 60 days after that date

(Amended Nov. 8, 1984, Public Law 98-620, sec. 414(n), 98 Stat.
3363.)

35 U.S.C. 143 Proceedings on appeal,

With respect o an appeal described in section 142 of this
title, th Commissioner shall transmit 1o the United States Court
of Appcals for the Federal Circuit a certified list of the docu-
ments comprising the record in the Patent and Trademark
Office. The court may request that the Commissioner forward
the original or certificd copies of such documents during the
peridency of the appeal. In an ex paric case, the Commissioner
shall submit to the court in writing the grounds for the decision
of the Patent and Trademark Office, addressing all the issucs
involved inthe appeal, The court shall, before hearing an appeal,
give notice of the time and place of the hearing o the Commis-
sioner and the parties in the appeal.

(Amended Nov, 8, 1984, Public Law 98-620, sec. 414(a), 98 Stat.
3363.) :

35 U.S.C. 144 Decision on appeal.

The United States Court of Appeals for the Federal Circuil
shall review the decision from which an appeal is taken on the
record before the Patent and Trademark Office. Upon its deter-
mination the court shall issue its mandate and opinion, which
shall be entered of record in the Patent and Trademark Office
and shall govern the further proceedings in the case.

(Amended Nov, 8, 1984, Public Law 98-620, scc. 414(a), 98 Stat.
3363.)

35 U.S.C, 145 Civil action to obtain patent.

An applicant dissatisficd with the decision of the Board of
Patent Appeals and Interferences in an appenl under section 134
of this title may, unless appeal has been (aken to the United
States Court of Appeals for the Federal Circuit, have remedy by
civil action against the Commissioner in the United States
District Court for the District of Columbia if commenced within
such time after such decision, not less than sixty days, as the
Commissioner appoints. The court may adjudge that such
applicant is entitled to receive a patent for his invention, as
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specified in any of his claims involved in the decision of the
Board of Patent Appeals and Interferences, as the facts in the
casc may appear and such adjudication shall authorize the
Commissioner (o issue such patent on compliance with the
requirements of law. All the expenses of the proceedings shall
be paid by the applicant.

(Amended Nov. 8§, 1984, Public Law 98-620, sec. 203(b), 98 Stal.
3387.)

35 US.C. 146 Civil action in case of interference,

Any party (o an interferenice dissatisfied with the decision of
the Board of Pawent Appeals and Interferences, may have
remedy by civil action, if commenced within such time after
such decision, not Icss than sixty days, as the Commissioner
appoints or as provided in section 141 of this title, unless he has
appealed to the United States Court of Appeals for the Federal
Circuit, and such appeal is pending or has been decided. In such
suits the record in the Patent and Trademark Office shall be
admiited on motion of cither party upon the terms and condi-
tions as Lo costs, expenses, and the further cross-cxamination of
the witnesses as the court imposes, without prejudice to the right
of the partics to take further iestimony. The testimony and
cxhibits of the record in the Patent and Trademark Office when
admitted shall have the same cffect as if originally taken and
produced in the suit.

Such suit may be instituted against the party in interest as
shown by the records of the Patent and Trademark Otfice at the
time of the decision complained of, but any party in interestmay
become a party to the action. If there ke adverse parties residing
in a plurality of districts not embraced within the same state, or
an adverse party residing in a forcign country, thic United States
District Court for the District of Columbia shall have jurisdic-
tion and may issue summonsagainst the adverse parties directed
to the marshal of any district in which any adverse party resides.
Summons against adverse parties residing in foreign countries
may be served by publication or otherwisc as the court directs.
The Commissioner shall not be a necessary party but he shalt be
notified of the filing of the suit by the clerk of the court in which
it is filed and shall have the right to intervene. Judgment of the
court in favor of the right of an applicant to a patent shall
authorize the Commissioner to issue such patenion the filing in
the Patent and Trademark Office of a certificd copy of the
judgment and on compliance with the requirementis of law,

(Amended Jan, 2, 1975, Public Law 93-596, sce. 1, 88 Stat, 1949;
Apr. 2, 1982, Public Law 97-164, scc. 163, 96 Siat. 49; Nov. §, 1984,
Public Law 98-622, scc. 203(c), 98 Siat, 3387.)

CHAPTER 14 - ISSUE OF PATENT
See.
151 fssue of patent.
152 Issue of patent to assignec.
153 How issued.
154 Contents snd term of patent.
155 Patent term extension.
155A Putent term restoration,
156 Extension of patent term.
157 Statutory invention registration,
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35 U.S.C. 151 lssue of patent.

If it appears that applicant is entitled to a patent under the
law, a writien notice of allowance of the application shall be
given or mailed to the applicant, The notice shall specify a sum,
constituting the issue fee or g portion thereof, which shall be
paid within three months thereafter.

Upon payment of this sum the patent shall issue, but if
payment is not timely made, the application shall be regarded as
abandoned.

Any remaining balance of the issue fee shall be paid within
threc months from the sending of & notice thereof, and, if not
paid, the patent shall lapse at the termination of this three-month
period. In calculating the amount of a remaining balance,
charges for & page or less may be disregarded.

If any payment requircd by this section is not timely made,
but is submitted with the fee for delayed payment and the delay
in payment is shown 10 have been unavoidable, it may be
accepted by the Commissioner as though no abandonment or
lapse had ever oceurred.

(Amended July 24, 1965, Public Law 89-83, secs. 4 and 6, 79 Stat.
260; Jan, 2, 1975, Public Law 93601, sec. 3, 88 Stat. 1956.)

38 U.S.C. 152 Issue of patent to assignee,

Patents may be granted o the assignee of the inventor of
record in the Patent and Trademark Office, upon the application
made and the specification sworn (0 by the inventor, except as
otherwise provided in this title,

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat, 1949.)

35 U.S.C. 153 How issued.

Patents shall be issucd in the name of the United States of
Amcrica, under the scal of the Patent and Trademark Office, and
shall be sigiied by the Commissioner or have his signature
placed thercon and attested by an officer of the Patent and
Trademark Office designated by the Commissioner, and shall
be recorded in the Patent and Trademark Office.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 154 Contents and term of patent,

Every patent shall contain a short title of the invention and
a grant to the patentee, his heirs or assigns, for the term of
seventeen years, subject to the payment of fees as provided for
in this title, of the right to exclude others from making, using, or
selling the invention throughout the United States and, if the
invention is a process, of the right o exclude others from using
or selling throughout the United States, or importing into the
United States, products made by that process, referring to the
specification for the particulars thereof. A copy of the specifi-
cation and drawings shall be annexed to the patent and be a part
thereof,

(Amended July 24, 19585, Public Law 89-83, sec. §, 79 Stat. 261;
Dee, 12, 1980, Public Law 96-517, sec. 4, 94 Stat. 3018.; amended
August 23, 1988, Public Law 100-418, sec 9002, effective Fab. 23,
1989)

Rev. 12, July 1989



158 MANUAL OF PATENT EXAMINING PROCEDURE

35 U.S.C. 155 Patent term extension,

Notwithstanding the provisions of section 154, the term of
a patent which encompasses within its scope a composition of
matter or i process for using such composition shall be extended
if such composition or process has been subjected to o regula-
tory review by the Federal Food and Drug Administration
pursuant to the Federal Food, Drug and Cosmetic Act leading to
the publication of regulation permitting the interstaie distribu-
tion and sale of such composition or process and for which there
has thercafter been a stay of regulation of approval imposcd
pursuant to section 409 of the Federal Food, Drug and Cosmetic
Act, which stay was in effecton January 1, 1981, by afength of
time to be measured from the date such stay of regulation of
approval was imposed until such proceedings are finally re-
solved and commercial marketing permitted. The patentee, his
heirs, successors or assigns shall eotify the Commissioner of
Patents and Trademarks within 90 days of the date of enactment
of this section or the date the stay of regulation of approval has
been removed, whichever is later, of the number of the patent to
be extended and the date the stay was imposed and the date
commercial marketing was permitted. On receiptof suclinotice,
the Commissioner shall promptly issuc to the owner of record of
thic patent a certificate of extension, under scal, stating the fact
and Iength of the extension and identifying the composition of
matter or process for using such composition to which such
cxtension is applicable, Such certificate shall be recorded in the
official file of cach patent extended and such certificate shall be
considered as part of the original patent, and an appropriate
rotice shall be published in the Official Gazette of the Patentand
Trademark Office.

(Amended Jun. 4, 1983, Public Law 97-414, 96 Stat, 2065.)

35 U.S.C. 1554 Patent teem restoration,

(n) Notwithstanding section 154 of this title, the term of cach
of the following patents shall be extended in accordance with
this section:

(1) Any patent which encompasses within its scope 2 com-
position of matter which is a new drug product, if’ during the
regulatory review of the product by the Federal Food and Drug
Administration -

(A) the Federal Food and Drug Administration notified the
pateniee, by letter dated February 20, 1976, that such produet’s
new drug application was not approvable under section
505(0)(1) of the Federal Food, Drug and Cosmetic Act;

(B)in 1977 the patentee submitted 1o the Federal Food and
Drug Administration the resulis of a health effects test o
evaluate the carcinogenic potential of such product;

() the Federal Food and Drag Administration approved,
by fetter dated December 8, 1979, the new drug application for
such application; and

(D) the Federal Food and Drug Administrtion approved,
by letter dated May 26, 1981, a supplementary application cov-
cring the facility for the production of such product,

(2) Any patent which encompasses within its scope a
process for using the composition described in paragraph(1).

(h) The term of any paient described in subsection (a) shall

Rev. 12, July 1989

be extended for a period egual to the period beginning February
20, 1976, and ending May 26, 1981, and such patent shali have
the effeet as il originally issued with such extended term,

(c) The patentee of any patent described in subsection (a) of
this section shall, within nincty days after the date of enactment
of this scetion, notify the Commissioner of Patents and Trade-
marks of the number of any patent so extended. On receipt of
such notice, the Commissioner shall confirm such extension by
placing a notice thereof in the official file of such patent and
publishing an appropriate notice of such extension in the Offi-
cial Gazette of the Patent and Trademark Office,

(Added QGcr, 13, 1983, Public Law 98-127, see. 4(a), 97 Stal. 832.)

35 U.S.C. 156 Extension of patent term,

(n) The term of a patent which claims a product, a method of
using aproduct, oramethod of manufacturing a product shall be
extended in accordance with this section from the original
expiration date of the patent if -

(D) the term of the patent has not expired before an applica-
tion is submitted under subscction () for its extension,;

(2) the term of the patent hes never been extended;

(3) an application for extension is submitted by the owner
of record of the patent or its agent and in accordance with the
requirements of subsection (d);

(4) the product has been subject to a regulntory review
period before its commercial marketing or use;

(5)(A) except as provided in subparagraph (B) or (C), the
permission for the commercial marketing or use of the product
after such regulatory review period is the first permitted com-
mercial marketing or use of the product under the provision of
law under which such regulatory review period occurred;

(B) in the case of a patent which claims a method of manu-
facturing the product which primarily uses recombinant DNA
technology inthe manufacture of the product, the permission for
the commercial marketing or use of the product afier such
regulatory period is the first permitted commercial marketing or
use of a product manwfuctured undler the process claimed in the
putent; or

(©) for purposes of subparagraph (A), in the case of a
patent which --

(1) claims a new animal drug or a veterinary biological
product which (!} is not covered by the claims in any other patent
which has been extended, and (1) has received permission for
the commercial marketing or use in non-food-producing ani-
mals and in food-producing animals, and

(i) was not extended on the basis of the regulatory review
period for use in non-food-producing animals,
the permission for the commercial marketing or use of the drug
or product after the regalatory review pericd for use in food-
producing animals is the first permitted commercial marketing
or use of the drug or product for administration to a food-
producing animal.

The product referred toin paragraphs (4) and (5) is hereinaf-
ter in this section referred o as the “approved produet™,

(b) The rights derived from any pateat the tevm of which is
extended under this section shall during the period during which
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the term of the patent is extended --
(1) in the case of apatent which claims a product, be linvited
o any use approved for the product --
(A) before the expiration of the term of the patent --
() under the ;vovision of law under which the applicable
regulatory revie s aceurred, or
(it) under the provision of law under which any regulatory
review described in paragraph (1), (4), or (5) of subscction (g)
oceuricd, and
(B) on or after the expiration of the regulatory review
periud upon which the extension of the patent was bascd;

(2) in the case of a patent which claims a method of nsing
a product, be limited to any use claimed by the patent and
approved for the product --

(A) before the expiration of the term ol the patent -
(i) under any provision of law under which an applicabie
regulatory review oceurred, and
(i) under the provision of law under whichany regulatory
review described in paragraph (1), (4), ov (5) of subsection (g)
oceuered, and
(1) on or after the expiration of the regulatory review
period upon which the exiension of the patent was based; and

(3) in the cnse of a patent which claims a method of manu-
facturing o product, be limited to the method of manufacturing
as used to make -

(A) the approved product, or

(B) the productif it has been subject to aregulatory review
period described in paragraphs (1), (4), or (5) of subsection
(®).
As used in this subsection, the tenn "praduct” includes an
approved product,

() The term of a patent eligible for extension under subseg-
tion () shafl be extended by the time equal to the regulatory
review period for the approved product which period occurs
after the date the patent is issued, except that-

(1) cach period of the regulatory review period shall be
reduced by any period determined under subsection (d)(2)(B)
during whicli the applicant for the patent extension did not act
with due diligence during such period of the regulatory review
period;

(2) after any reduction required by paragraph (1, the period
af extension shall inclide oaly one-half of the time remaining in
the periods described in parageaphs (D)), @)B)(D,
G)BY), @A), and (SYB)(E) of subsection (i2);

() il the period remaining in the teemi of o patent alter the
date of the approval of the approved product under the provision
of taw mnder which such regulatory review occurred when
added to the regilatory review period as revised under para-
praphs (1) and (2) exceeds fourteen years, the period of
extension shall be reduced so that the totad of both such periods
does not exceed fourteen years, and

@) in 1o event shall more than one patent be extended for
the same regulntory review period for any product.

(@) To obtain an extension of the term of o patent under
this section, the owner of record of the patent or its agent shatl
submitanapplication to the Commissioner, Such anapplication
may only be submitted within the sixty-day period beginning on
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the date the product received permission under the provision of
law under which the applicable regulatory review period oc-
curred for commercial marketing or use. The application shatl
contain --

(A) the identity of the approved product and the Federal
statute under which regulatory review occurred;

(13) the identity of the patent for which an extension is
being sought and the identity of cach claim of such patent which
claims the approved product or a method of using or manufiic-
turing the approved product;

(C) information to enable the Commissioner to determine
under subscctions (8) and (b) the eligibility of a patent for
cxtension and the rights that will be derived from the extension
and information to enable the Commissioner and the Secretary
of Health and Human Services or the Secretary of Agriculture
10 determine the period of the extension under subsection (g);

(1) a briet description of the activities undertaken by the
applicant during the applicable regulatory review period with
respect (o the approved product and the signiticant dates appli-
cable to such activities; and

(E) such patent or other information as the Commissioner
may require.

(2)(A) Within 60 days of the submittal of an application for
extengion ol the termv of a patent under paragraph (1), 1he
Commissioner shall notify --

(i) the Secrewary of Agriculture if the patent claims adrug
produci or a method of using or manufacturing a drug product
and the drmg product is subject o the Virs-Serum-Toxin Act,
il

(i) the Seerctary of Health and Human Services :f the

patentelainmisany other deag product, amedicat device, ora food
additive or color additive or a method of using or manufactur-
ing such aproduct, device, oradditive and if the product, device,
andadditive are subject to the Federal Food, Drug and Cosmetic
Act,
ol the extension application and shall submit 1o the Sceretary
who is so notificd a copy of the application. Not later than 30
days after the receipt of as application from the Commissioner,
the Secretary reviewing the application shall review the dates
contained in the application pursnant to paragraph (D(C) and
determine the applicable regulatory review period, shall notify
the Commissioner of the determination, and shall publish in the
Federal Register a notice of such determination,

(B)(i) Mapetitionis submitted o the Seeretary making the
determination under subparagraph (A), not later than 180 days
after the publication of the determination under subparagraph
(A), upon which it may reasonably be determined that the
applicant did not act with due diligence during the applicable
regntatory review period, the Seeretary making the determing-
tion shall, in accordance with regulations promulgated by the
Seeretary. determine if the applicant acted with due diligence
during the applicable regulatory review period. The Secretary
making the determination shall make such determination not
later than 90 days after the receipt of such a petition, For a drug
product, device, or additive subject to the Federal Food, Drag,
and Cosmetic Act or the Public Health Service Act, the Secre-
tary may not defegate the anthority 1o make the determination
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preseribed by this clause o an oftice below the Office of the
Commissioner of Food and Drugs. For & product subject to the
Virus-Sernm-"Toxin Act, the Secretary of Agriculture may not
delegate the authority to make the determination preseribed by
this clause to an oftice betow the office of the Assistant Secre-
ey for Marketing and Inspection Services,

(i) The Scerctary making the determination under clause
(1) shaltnotity the Commissioner of the determination and shall
publish in the Federal Register a notice of such deteymination
topether with the factual and legal basis for such determination,
Any interested person may request, within the 60-day period
heginning on the publication of a determination, the Seeretary
nuking the determination 10 hold an informal hearing on the
determination, H'sueh a requestis made within such period, such
secretary shalt hold such hearing not later than 30 days after the
date of the request, or at the request of the person making the
requiest, notlater than 60 days after such date. The Seeretary who
is holding the hearing shall provide notice of the hearing to the
owner of the patent involved aid o any interested person and
provide the owner and any interested porson an opportunity to
participate in the hearing, Withiu 30 days after the completion
of the hearing, such Seeretary shall affirnm or revise the deteni-
nation which was the subject of the hearing and notily the
Commissioner of any revision of the determination and shall
publish any such revision in the Federal Register,

(3) For the purposes of paragraph (2)(B3), the term “due dili-
genee” weans that degree of auention, cottinuous directed
effort, and timeliness as may reasonably be expected from, and
are ordinarily exercised by, a person during a regulatory review
period,

(1) An application for the extension of the tesm of a pateni
is stibject to the disclosure requirements preseribed by the
Comniissioner,

@1y A determination that a patent is eligible for extension
may be made by the Commissioner solely on the basis of the

representations contained in the application forthe extension, 1

ithe Commissioner determines that a patent is eligible for
extension undes subsection () and that the requirements of
subsection () have been complicd wiils, the Commissioner
shall issue 10 the applicant for the extension of the term of the
patent a certificste of extension, under seal, for the period
preseribed by subsection (¢). Such eertificate shali be recorded
inthe official file of the patentand shatt he considered as part of
the ariginal patent,

I the term ol a patent for which an apgrtication has beea
submitted under subsection (d) wonld expire belore acertificate
of extension iy issued or denied under puragraph (1) respecting
the application, the Commniissioner shall extend, untit such
determination is made, the e of the patent Tor periods of up
i one year i he deterimines that the potent is eligible for
¢xinsion,

(1 For purposes of this section:
(1) The term “praduct™ means”
(A)Y A drug product.
(By Any medical device, food additive, or color additive
subject to regulation ander the Federal Food, Drng, and Cos-
metic Act,
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(2) ‘The term “drug product” means the active ingredient
of--

(A) anew drug, antibiotic drug, or human biological prod-
uct (as those terms are used in the Federal Food, Drog, and
Cosmetic Act and the Public Health Service Act) or

(B) anew animal drug or veterinary biological product (as
those terms are used in the Fedeeal Food, Drug, and Cosmeltic
Act and the Virus-Serum-Toxin Act) which is not primarily
manufactured using recombinant DNA, recombinant RNA,
hybridoma technology, or other processes involving site spe-
cific genctic manipulation techniques,
inchiding any salt or ester of the active ingredicnt, as o single
entity or in combination with another active ingredient,

(3) The term “major health or environmental cffects test”
means a test which is reasonably related o the evaluation of the
health or environmental effects of a product, which requires at
least xix months o conduct, and the data from which is submi-
ted to reccive permission for commercial marketing or use,
Periods of analysis or evaluation of test results are not o be
included in determining if the conduet of a test reguired at least
six months.

(4)(A) Any reference to section 351 isarelerence o section
351 of the Public Health Seevice Act.

(B) Any eeference to section 503, 505, 507,512, 0r 515 is
a reference (o section 503, 508, 507, 512, 0r 515 of the Federal
Food, Drug and Cosmetic Act.

(C) Auy reference 1o the Virus-Seewm-Toxin Actis o ref-
erence to the Actof March 4, 1913 (21 US.C. 151 - 158),

(5) The term “informal hearing” has the meaning pre-
seribed for such term by section 201(y) of the Federal Food,
Drug and Cosmeltic Act.

(6) 'The term “patent” means a patent issued by the United
States Patent and ‘Trademark Office.

(1) The term “date of enactment™ as used in this section
means September 24, 1984, for human drug product, a medical
device, ol additive, or color additive,

(8) The term “date of ennctment” as used m this section
means the date of enactiment of the Generic Animal Drug and
Patent Term Restoration Act for an animal drug or & velerinary
biological product.

(g) For purposes of this section, the term “regulatory review
period™ has the following meanings:

(D(A) In the case of a product which is a new drag,
antibiotic drug, or human biological product, the term means the
period described in subparageaph (B) 10 which the limitation
described in paragraph (6) applics.

(B) The regulatory review period for a new drug, antibiotic
drug, or human biological product is the sum of -«

(i) the periad beginning on the date an exemption under
subsection (i) of section 505 or subscction (d) of scction §07
became effective for the approved product and ending on the
date anapplication way initialty submitted for such drug product
under section 351, 505, or 507, and

(i) the period beginning on the date the application was
initinlly submitted for the approved product uider section 351,
subsection (b) of section 508, or section 507 and ending on the
date such application was approved under such section,
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2)A) In the case of a product which is a food additive or
color additive, the terni means the period deseribed in subpara-
praph (13) 10 which the Limitation deseribed in paragraph (6)
applics.

(1) The regulatory review period for a tood or color
udditive is the sum of -

(i) the period beginning on the date amajor health orenvi-
ronmental eftects wst on the additive was initiated and ending,
on the date a petition was initinlly submitted with respect to the
product under the Federal Food, Drag, and Cosmetic Act
requesting the issuance of a regulation for use of the product,
and

(i) the period beginning on the date a petition was
initially submitted with respect to the product under the Federal
Food, Drug, and Cosmetic Act requesting the issuance of o
regulation for use of the product, ad ending on the date such
regutation beeame effective og, if objections were filed 1o such
regulation, ending on the date such objections were resolved
and commercial marketing was peritted or, it commercial
marketing was permitted and tater revoked pending turther pro-
cecdings as a result of such objections, ending on the date such
proceedings were finatly resolved and commercial marketing
wils perniitied,

GXA) In the case of a prodaet which is a medical device,
the term means the period described in subparagraph (3) 10
which the limitation described in pavagraph (6) applies.

(1) The regulatory review period for o medical deviee is
the sum of -

(i) the period beginning on the date a clinical investiga-
tion on humans involving the device was begun and ending on
the date anapplication was initislly submitted with respectto the
device under section 515, and

(i1) the period beginwing on the date an application was
initially submitted with sespeet to the device under section 515
and ending on the date such application was approved under
such Act or the period beginning on the date o notice of
completion of a product development protocol was initially
submitted under section S15(0(5) and cading on the date the
protocol was declired completed under section 5ES(0(6).

(#H)(A) Inthe case of a product which is o new animal drug,
the term means the period described in subparagraph (B) to
which the imitation described in paragraph (6) applies.

(13) The regulatory review period for a new animal drug
product is fhe snm of -

(i) the periad beginning on the carfier of the date a major
heatth or environmental effects teston the drag was initisted or
the date an exemption onder subsection (j) of section 512
Became effective for the approved new animal drug productand
ending on the date an application was initindly submitted for
such animat drug, product nnder section 512, and

(i) the period beginning on the date the application was
initially submitted lor the approved animal drog product under
subsection () of section S12 and ending on the date such
application was approved under such section,

(SXA) Inthe case of a product which is a veterinary biologi-
cal product, the term means the period described in subpara-
graph (B) to which the limitation described in paragraph (6)
applies.
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(B) 'The regulatory period for a veterinary biological prod-
uct is the sum of -

(i) the period beginning on the date the awihority to
prepare an experimental biotogical product under the Virus-
Serum-Toxin Act became effective and ending on the date an
application for a license was submitted under the Virns-Sermni-
Toxin Act, and

(ii) the period beginning on the date an application for &
license was initially submitted for approval under the Virus-
Serum-=Toxin Act and ending on the date such licease was
issued,

(6) A period determined under any of the preceding para-
graphs is subject to the following limitations:

(A) If the patent involved was issucd after the date of the
enactment of this section, the period of extension determined on
the basis of the regulatory review period determined under any
such parageaph may not exceed five years,

(13} If the patent involved was issued before the date of the
cnactmient of this seetion and =

(i) no request for an exemption described in paragraph
(H(B) or (4)(B) was submitted and no request for the anthority
described in paragraph (5)(B) was submitied,

(i) no major health or environmient effects test described
in paragraph (2)(B) or (4)(13) was initiated and no petition for a
regulation or application for registration deseribed in such
pavagraph was submitted, or

(iti) no clinical investigation described in paragraph (3)
was begun or product development protocol described in such
paragraph was submitted,
before such date for the approved product the period of
extension determined on the basis of the regulntory review
period determined under any such paragraph may not exceed
five years,

(C) 1f the patent involved was issued before the date of the
enactment of this section and if an action described in subpara-
graph (13) was taken before the date of enactment of this section
with respect to the approved product and the commergial
marketing or use of the product has not been approved before
such date, the period of extension determined on the basis of the
regulatory review period determined under such paragraph may
notexcecd two years orin the case ol anapproved product which
is o new animal drug or veterinary biological product (as those
terms are used in the Federal Food, Drug, and Cosmetic Act or
the Virus-Serum-Toxin Act), three yeurs,

(h) The Commissioner may estabfish such fees as the
Commissioner determines appropriate to cover the costs 1o the
Office of receiving and acting upon applications under this
section,

(Added Sept. 24, 1984, Public Law 98417, sec, 201, 98 St 1598;
amended Nov, 16, 1988, Public Law 100-670, sec. 201, 102 S,
3971

JSU.S.C. 157 Statutory invention registration,

() Notwithstanding any other provision of this title, the
Commissioner is authorized to publish a statnory invention
registration containing the specification andd drawings of &

Rev. 12, July 1989



161 MANUAL OF PATENT EXAMINING PROCEDURE

regularly filed application for a patent without examination if
the applicant --

(1) meets tho requirements of section 112 of this title;

(2) has complied with the requircments for printing; as set
forth in regulations of the Commissioner;

(3) waives the right to receive a patent on the invention
within such period as may bo prescribed by the Commissioner;
and

(4) pays application, publication and other processing fees
established by the Commissioner.

If an interferonce is declared with respect 10 such an appli-
cation, & statutory inven:ton registration may not be published
unless the issue of priority of invention is inally determined in
favor of the applicani,

(b) The waiver under subsection (a)(3) of this section by an
applicant shall take elfect upon publication of the statutory
invontion registeation,

(¢) A statutory invention registration published pursuant to
thig section shall have all of the attributes spaecificd for patents
in this title except those specified in section 183 and sections
271 irrough 289 of this title, A statutory invention registration
shall not have any of the aitributes specificd for patents in any
other provision of law other than this title. A statutory invention
registration published pursuant (o this section shall give appro-
priate notice to the public, pursuant to regulations which the
Commissioner shall issue, of the preceding provisions of this
subscction. The invention with respect to which a statutory
invention certificate is published is not a patented invention for
purposes of section 292 of this title.

(d) The Secretary of Commerce shali report to the Congress
annually on the use of statutory invention registrations, Such
report shall include an assessment of the degree to which
sgencics of the federal government are making use of the
statatory invention registration system, the degree to whicli it
aids the management of federally developed technology, and an
assessmentof the cost savings to the Federal Government of the
uses of such procedures.

(Added Nov. 8, 1984, Public Law 98-662, see. 102,98 Swt. 3383.)

CHAPTER 15 - PLANT PATENTS
Sec.
161 Puents for plants.
162 Deseription, claim,
163 CGront.
164 Assistance of Dopurtument of Agriculturo,

JZUS.C. 161 Patents for plants,

Whocever invents or discovers and asexually reproduces any
distinct and new varicty of plant, including cultivated sports,
mutants, hybrids, and newly found scedlings, other than a tuber
propagated plant or a plant found in an uncultivated staie, may
obtain a patent thesefor, subject to the conditions and require-
ments of this titlc.

The provisions of this title refating to patents for inventions
shall apply to patents for plants, exeept as otherwise provided,
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(Amended Sept. 3, 1954, 6% Sat, 1190.)

IS US.C, 162 Descriptlon, claim,

No plant patent shall be decluared invalid for noncompliance
with szetion 112 of this title if the description is as complete as
is reasonably possible,

The claim in the specification shall be in formal terms to the
plant shown and described.

IS US.C. 163 Grant,

In the case of a plant patent the grant shalt be of the right to
exclude others from asexually reproducing the plant or selling
or using the plant so reproduced.

35 U.S.C. 164 Assistance of Departinent of
Agriculture,

Tho Presidont may by Exccutive order direct the Secretary
of Agriculture, in accordance with the reguests of the Commis-
sioner, for the puepose of carrying into effect the provisions of
this title with respect 1o plants (1) to furnish avaitable informa-
tionof the Deparument of Agriculture, (2) toconduct through the
approprinte burcau or division of the Department research upon
special problems, or (3) to detail to the Commissioner officers
and employees of the Department,

CHAPTER 16 - DESIGNS
Sec.
171 Patents for dosigns.
172 Rightof priority.
173 "Term of dosign paten,

IS US.COITT Putents for designs,

Whoever invents any new, original nnd ornamental design
for an article of manufacture may obtain o patent theretor,
subject to the conditions and requirements of this titlo.

The provisions of this title relating, to patents for inventions
shall apply to patents for designs, except as otherwise provided,

I8 US.COIT2 Right of priovity.

The right of priority provided tor by section 119 of this title
andd the time specitied in seetion 102(d) shall be six months in
the case of designs,

35 US.C 173 Term of desipn patent,
Patents for designs shall be granted for the term of {ourteen
years,

(Amended Aug, 27, 1982, Public Law 97-247, sec. 16, 96 Siat.
21)

CHAPTER 17 - SECRECY OF CERTAIN INVENTIONS
AND FILING APPLICATIONS IN FOREIGN
COUNTRIES

See,

181 Secrecy of cortain inventions and withholding of patent,
182 Abandonment of invention for unnuthorized disclosure,
183 Right 10 compensation,

184 Filing of application in foreign country,
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185 Patent barred for {iling without license,

186 Penuliy. )

187 Nonapplicsbility to certain persons,

188 Rules and rogulations, delegation of power,

38 US.C. 181 Secrecy of certain inventions and
withholding of patent.

Whenever publication or disclosure by the grant of a patent
onan invention in which the Government has a property interest
might, in the opinion of the head of the interested Government
agencey, be deteimental to the national security, the Commis-
sioner upon being so notified shall order that the invention be
keptseeretand shall withhold the grantof a patent therefor under
the conditions set forth hereinafier.

Whenever the publication or disclosure of an invention by
the granting of a patent, in which the Government does not have
a propeety interest, might, in the opinion of the Commissioner,
be detrimental to the national security, he shall make the appli-
cation for patent in which such invention is disclosed available
for inspection to the Atomic Energy Commission, the Sceretary
of Defense, and the chiel officer of any other department or
ageney of the Government designated by the President as a
defense agency of the United Stotes.

Each individual to whom the apptication is disclosed shall
sign a dated acknowledgment thereof, which acknowledgment
shall be entered in the file of the application. I, in the opinion
of the Atomic Encrgy Commission, the Sceretary oi a Defense
Department, or the chief officer of another department or
agency so designated, the publication or disclosure of the
invention by the granting of the patent therefor would be
detrimental o the national security, the Atomic Energy
Commission, the Secretary of a Detense Department, or such
other chief officer shall notify the Commissioner and the
Commissioner shalf order that the invention be kept secret and
shall withhold the grant of & patent for such period as the
national interest requires, and notify the applicant thereof, Upon
proper showing by the head of the departunent or agency who
caased the secrecy order 1o be issued that the examination of the
application might jeopardize the national interest, the Commis-
stoner shall thercupon maintain the application in a scaled
condition and notity the applicant thereof, The owner of an
application which has heen placed under o secrecy order shall
have a right to appeal from the order 1o the Sceretary of
Connrierce under rules preseribed by him,

An invention shall not be ordered kept seeret and the grant
of a patent withheld for a period of more than one year, The
Commissioner shall renew the order at the end thereof, or atthe
end of any renewal period, for additionn! periods of one year
upon notification by the head of the department or the chiefl
officer ol the agency who caused the order to be issued that an
afticmative determination has been made that the nagional
mterest continues to so require. An order in effeet, or issucd,
during a time when the United Swates is at war, shall remain in
eftect for the duration of hostilities and one year following
cessation of hostilities, An order in effect, or issued, during o
mtional emergency declared by the President shall remain in
effectfor the duration of the national emergency and six months
thereafter. The Commissioner may rescind any order upon

L-

notification by the heads of the departmenis and the chief
officers of the agencies who caused the order Lo be issued tha
the publication or disclosure of the invention is no longer
deemed detrimental to the national security.

3I5U8.C, 182 Abandonment of invention for
unauthorized disclosure,

The invention disclosed in an application for patent subject
to anorder made pursuant to section 181 of this title may be held
abandoned upon its being established by the Commissioner that
in violation of said order the invention has been published or
disclosed or that an applicaiion for a patent therefor has been
filed in a foreign country by the inventor, his successors,
assigns, or legal representatives, or anyone in privity with him
or them, without the consent of the Commiissioner. The aban-
donment shall be held to have occurred as of the time of
violation. The consent of the Commissioner shall not be given
without the concurrence of the heads of the departments and the
chief officers of the agencies who caused the order 1o be issued.
A holding of abandonment shall constitute forfciture by the
applicant, his successors, assigns, or legal representatives, or
anyone in privity with him or them, of all ¢claims against the
United States based upon such invention,

35 US.C. 183 Right to compensation,

An applicant, his successors, assigns, or legal ropresenta-
tives, whose patentis withheld as heeein provided, shall have the
right, beginning at the date the applicant is notificd that, except
for such order, his application is otherwise in condition for al-
lowance, or February 1, 1952, whichever is later, and ending six
years after a patent is issued thereon, o apply to the head of any
department or agency who caused the order to be issued for
compensation for the damage caused by the order of seerecy
and/or for the use of the invention by the Government, resulbting
from his disclosure. The right to compensation for use sha!l
begin on the date of the first use of the invention by the
Government, The head of the department or agency is anthor-
ized, upon the presentation of pclaim, o enter into an agreement
with the applicant, his successors, assigns, or legal representa-
tives, in full settlement for the damage and/or use. This settle-
ment agreement shall be conclusive for all purposes notwith-
standing any other provision of law to the conteary, If full
settlement of the claim cannot be ceffected, the head of the
department or agency may award and pay to such applicant, his
Successors, assigns, or fegal representatives, o sum not execed-
ing 75 per centum of thie sum which the head of the department
or agency considers just compensation for the damage and/or
use. A claimant may bring suit against the United States in the
United States Claims Court or in the District Courtof the United
States for the district in which such claimant is a resident for an
amount which when added to the award shall constinue just
compensation for the damage and/or use of the invention by the
Government. The owner of any patent issued upon an applica-
tion that was subject to asecrecy orderissued pursuant to section
181 of this title, who did not apply for compensation as above
provided, shall have the right, after the date of issuance of such
patent, to bring suit in the United States Claims Court for just
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compensation for the damage caused by reason of the order of
secrecy and/or use by the Government of the invention resulting
from his disclosure. The right to compensation for use shall
begin on the date of the first use of the invention by the
Government, In g suit under the provisions of this section the
United States may avail itsclf of all defenses it may plead in an
action under section 1498 of title 28. This section shall not
confer a right of action on anyone or his successors, assigns, or
legal representatives who, while in the full-time employment or
service of the United States, discovered, invented, or developed
the invention on which the claim is based.

(Amended Apr, 2, 1982, Public Law 97-164, sec. 160,96 Stat, 48.)

35 U.8.C. 184 Filing of application in foreign
country.

Except when authorized by a license obtained from the
Commissioner a person shall not file or cause or authorize to be
filed in any foreign country prior {0 six months after filing in the
United States an application for patent or for the registration of
a utility model, industrial design, or model in respect of an
invention made in this countey. A license shall not be granted
with respect to an invention subject to an order issucd by the
Commissioner pursuant to scction 181 of this title without the
concurrence of the head of the departments and the chicf officers
of the agencics who caused the order to be issued. The license
may be granted retroactively where an application has been
fited abroad through crror and without deceptive intent and the
application doces not disclsse an invention within the scope of
section 181 of this title.

The term “application” when used in this chapter includes
applications and any modifications, amendments, or supple-
menis thereto, or divisions thereof,

The scope of a license shall pernit subscquent modifica-
tions, amendments, and supplements containing additional
subject maiter if the application upon which the request for the
license is based is not, or was not, required to be made available
for inspection under section 181 of this title and if such modifi-
cations, amendments, and supplements do not change thie gen-
cral naturce of the invention in a manner which would require
such application to be made available for inspection under such
section 181, In any casc in which a license is ::ot, or was not,
required in order to file an application in any forcign country,
such subsequent modifications, amendments, and supplements
may be made, without a license, to the application filed in the
forcign country if the United States application was not required
to be made available foringpection under section 181 and if such
modifications, amendments, and supplements do not, or did not,
chunge the general nature of the invention in a manner which
would require the United States application to have been made
availuble for inspection under such section 181,

(Amended August 23, 1988, Public Law 100-418, sce. 9101)

35 US.C, 185 Patent barred for filing without
license,
Notwithstanding any other provisions of law any person,

Rev. 12, July 1989

and his successors, assigns, or legal representatives, shall not re-
ceive a United States patent for an invention if that pevson, or his
successors, assigns, or legal representatives shall, without pro-
curing the license prescribed in section 184 of this tide, have
made, or consented Lo or assisted another’s making, application
inaforeign country for a patent or for the registration of a utility
model, industrial design, or model in respect of the invention. A
United States patent issued to such person, his successors,
assigns, or legal representatives shall be invalid, unless the
failure to procure such license was through error and without
deceptive intent, and the patent does not disclose subject matter
within the scope of section 181 of this title.

(Amended August 23, 1988, Public Law 100-418, sec. 9101)

35 U.5.C. 186 Penalty.

Whoever, during the period or periods of time an invention
has been ordered to be kept secret and the grani of a patent
thercon withheld pursuant to section 181 of this title, shall, with
knowledge of such order and without duc authorization, will-
fully publish or disclose or authorize or cause to be published or
disclosed the invention, or material information with respect
thereto, or whoever willfully, in violation of the provisions of
section 184 of this title, shall {ile or cause or authorize to be filed
in any forcign country an application for patent or for the
registration of a utility model, industrial design, or model in
respect of any invention made in the United States, shall, upon
conviction, be fined not more than $10,000 or imprisoned for
not more than two ycars, or both,

(Amended August 23, 1988, Public Law 100-418, sec. 9101)

35 U.8.C. 187 Nonapplicabifity to certain persons.

The prohibitions and penaities of this chapter shall notapply
to any officer or agent of the United States acting within the
scope of his authority, nor to any person acting upon his written
instructions or permission.

35 U.8.C, 188 Rules and regulations, delegation of
power.,

The Atomic Energy Commission, the Sceretary of a defense
department, the chief officer of any other department or agency
of the Government designated by the President as a defense
agency of the United States, and the Sceretary of Commerce,
may separately issue rules and regulations to enable the respec-
tive department or agency to carry out the provisions of this
chapter, and may delegate any power conferred by this chapter.

CHAPTER [18] 38 - PATENT RIGHTS IN INVENTIONS
MADE WITH FEDERAL ASSISTANC
Sec,
200 Policy and objective,
201 Definitions.
202 Disposition of rights.
203 March-in rights.
204 Preference for United States industry.
205 Conlidentiality,
206 Uniform clauses and regulations,
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207 Domestic and foreign protection of federally owned inventions,
208 Regulations governing Federal licensing,.

209 Restrictions on licensing of federally owned inventions.

210 Precedence of chapter,

211 Relationship to antitrust laws.

212 Disposition of rights in educational awards.

35 U.S.C. 200 Policy and objective,

Itis the policy and objective of the Congress to use the patent
sysiem to promote the utilization of inventions arising from
federally supported rescarch or development; to encourage
maximum participation of small business firms in federally
. supported research and development efforts; to promote col-
laboration between commercial concerns and nonprofit organi-
zations, including universitics; to ensure that inventions made
by nonprofit organizations and small business firms arc used in
a manner (0 promote free competition and enterprise; to pro-
mote the commercialization and public availability of inven-
tions made in the United States by United States industry and
labor; 1o ensure that the Government obtains sufficient rights in
federally supported inventions to meet the needs of the Govern-
ment and protect the public against nonuse or unrcasonable use
of inventions; and to minimize the costs of administering
policics in this arca.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Suat,
3019.)

35 U.S.C. 201 Definitions,

As used in this chapter --

(a) The term “Federal agency” means any exccutive agency
as defined in section 105 of title 5, United States Code, and the
military departments as defined by section 102 of title 5, United
States Code.

(b) The term “funding agreement” means any contract,
grant, or cooperative agreement entered into between any Fed-
cral ageney, other than the Tennessee Valley Authority, and any
contractor for the performance of experimental, developmental,
or rescarch work funded in whole or in part by the Federal
Government. Such term includes any assignment, substitution
of partics, or subcontract of any iype entered into for the
performance of experimental, developmental, or research work
under a funding agreement as herein defined.

(¢) The term “contractor” means any person, small business
firm, or nonprofit orgonization that is a party (o a funding
agreement,

(d) The term “invention” means any invention or discovery
which is or may be patentable or otherwise protectable under
this title or any novel varicty of plant which is or may be
protectable under the Plant Variety Protection Act (7 U.S.C.
2321, et seq.).

{¢) The term “subject invention™ means any invention of the
contractor conceived or first actually reduced to practice in the
performance of work under a funding agreement: Provided,
That in the case of a varicty of plant, the date of determination
(as defined in section 4 1(d) of the Plant Variety Protection Act
(7 U.S.C. 2401(d)) mustalso occur during the period of contract
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performance.

(f) The term “practical application” mmeans tomanufacture in
the case of a composition or product, to practice in the case of -
a process or method, or 1o operate in the case of a machine or
system; and, in cach case, under such conditions as to establish
that the invention is being utilized and that its benefits are to the
extent permitted by law or Government regulations available to
the public on reasonable terms,

(g) The term “made” when used in relation to any invention
means the conception or first actual reduction to practice of such
invention,

(h) The term “small business firm™ means a small busincss
concern as defined at section 2 of Public Law 85-536 (15U.S.C.
632) and implementing regulations of the Administrator of the
Small Business Administration.

(i) The term “nonprofit organization™ mcans universitics
and other institutions of highicr cducation or an organization of
the type described in section 501(c)(3) of the Internal Revenue
Code of 1954 (26 U.S.C. 501(c)) and excmpt from taxation
under section 501(a) of the Internal Revenue Code (26 U.S.C.
501¢a)) or any nonprofit scicntiiic or cducational organization
qualificd under a State nonprofit organization statute.

(Subsection (d) amended Nov. 8, 1984, Public Law 98-620, sec.
501(1), 98 Stat. 3364.)

(Subsection (¢) amended Nov. 8, 1984, Public Law 98-620, scc.
501(2), 98 Stat. 3364.)

{Subsection (i) added Dec. 12, 1980, Public Law 96-517, scc. 6(a),
94 Stat. 3019.)

35 U.S.C. 202 Disposition of rights.

(a) Each nonprofit organization or small business firm may,
within a reasonable time after disclosure as required by para-
graph (c)(1) of this scction, clect to retain title o any subject
invention: Provided, however, That a funding agreecment may
provide otherwisc (i) when the contractor is not located in the
United States or does not have a place of business located in the
United States or is subject to the control of a forcign govern-
ment, (ii) in exceptional circumstances when itis determined by
the agency that restriction or climination of the right o rctain
title to any subject invention will better promote the policy and
objcctives of this chapter, (iii) when it is determined by a
Government aathority which is authorized by statute or Exccu-
tive order to conduct foreign inteliigence or counter-intelli-
gence activitics that the restriction or climination of the right to
retain title to any subject invention is nccessary o protect ihe
security of such aclivitics, or (iv) when the funding agreement
includes the operation of a Government-owned, contractor-
operated facility of the Department of Encrgy primarily dedi-
cated to that Department’s naval nuclcar propulsion or weapons
related programs and all funding agrcement limitations under
this subparagraph on the contractor’s right to clect title t0 a
subject invention are limited to inventions occurring under the
above two programs of the Departmeni of Energy. The rights of
the nonprofit organization or small business firm shall be
subject to the provisions of paragraph (c) of this section and the
other provisions of this chapter,
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(b)(1) The rights of the Government under subsection (a)
shall not be exercised by a Federal agency unless it first
determines that at least onc of the conditions identified in
clauses (i) through (iii) of subscction (a) exists. Except in the
casc of subscction (a)(iii), the agency shall file with the Sccre-
tary of Commerce, within thirty days after the award of the
applicable funding agrecment, a copy of such determination, In
the case of a determination under subscection (a)(ii), the state-
ment shall inciude an analysis justifying the determination. In
the casc of determinations applicable to funding agrcements
with small business firms, copics shall also be sent 1o the Chief
Counscl for Advocacy of the Small Business Administration, If
the Secretary of Commerce believes that any individual deter-
mination or pattern of detezminations is contrary to the policics
and objectives of this chapter or otherwise not in conformance
with this chapter, the Sccretary shall so advise the head of the
agency concemed and the Administrator of the Office of Fed-
cral Procurement Policy, and recommend corrective actions.

(2) Whenever the Administrator of the Office of Federal
Procurement Policy has determined that one or more Federal
agencies are utilizing the authority of clause (i) or (i) of
subsection (a) of this scction in a manner that is contrary to the
policics and objectives of this chapter the Administrator is
authorized to issuc regulations describing classes of situations
in which agencics may not exercise the authoritics of those
clauses.

(3) At least once cach year, the Comptroller General shall
transmit a report to the Committees on the Judiciary of the
Senate and House of Representatives on the manner in which
this chapter is being implemented by the agencics and on such
other aspects of Government patent policies and practices with
respect o federaily funded inventions as the Comptroller Gien-
cral believes appropriate.

(4) If the contractor believes thai a determination is con-
trary to the policics and objectives of this chapter or constitutes
anabuse of discretion by the agency, the determination shall be
subject to the last paragraph of scction 203(2).

(¢) Each funding agreement with a small business [irm or
nonprofit organization shall contain appropriate provisions 10
cffectuate the following:

(1) That the contractor disclose cach subject invention to
the Federal agency within a reasonable time after it becomes
known o contractor personnel responsible for the administra-
tion of patent matters, and that the Federal Government may
receive title (o ary subject invention not disclosed to it within
such time.

(2) That the contractor make a writlen clection within two
years after disclosure to the Federal agency (or such additionaf
time as may be approved by the Federal agency) whether the
contractor will retain title to a subject invention: Provided, That
in any case where publication, on sale, or public use, has
initiaged the one year statutory period in which valid patent
protection can still be obtained in the United States, the period
for election may be shoriened by the Federal agency to a date
that is not more than sixty days prior to the end of the statutory
period: And provided further, That the Federal Government
may receive title toany subjectinvention in which the contractor
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does not elect 1o retain rights or fails to clect rights within such
times.

(3) That a contractor electing rights in a subject invention
agrees to file a patent application prior to any statutory bar date
that may occur under this title due w publication, on sale, or
public usc, and shall thercafter file corresponding patent appli-
cations in other countrics in which it wishes to retain title within
rcasonable times, and that the Federal Government may receive
title to any subject inventions in the United States or other
countrics in which the contractor has not filed patent applica-
tions on the subject invention within such times.

(4) With respect to any invention in which the contractor
clectsrights, the Federal agency shall have a nonexclusive, non-
transferable, irrevocable, paid-up license o practice or have
practiced for or on behalf of the United States any subject
invention throughout the world: Provided, That the funding
agreement may provide for such additional rights; including the
right to assign or have assigned forcign patent rights in the
subject invention, as are determined by the agency as necessary
formeeting the obligations of the United States underany ircaty,
international agreement, arrangement of cooperation, memo-
randum of understanding, or similar arrangement, including
military agreements relating to weapons development and pro-
duction.

(5) The right of the Federal agency to require periodic re-
porting on the utilization or efforts at obtaining utilization that
arc being made by the contractor or his licensees or assignees:
Provided, Thatany such information, as well as any information
on uiilization or cfforts at obtaining utilization obtained as part
of aproceeding under scetion 203 of this chapter shall be treated
by the Federal agency as commercial and financial information
obtained from a person and privileged and confidential and not
subject to disclosure under section 552 of title 5 of the United
States Code.

(6) An obligation on the part of the contractor, in the event
a United States patent application is filed by or on its behalf or
by any assignce of the contractor, o include within the specifi-
cation of such application and any patent issuing thereon, a
statement specifying that the invention was made with Govern-
ment support and that the Government has certain rights in the
invention,

(7) Inthe case of a nonprofitorganization, (A) a prohibition
upon the assignment of rights to a subject inventien in the
United States without the approval of the Federal agency,
except where such assignment is made to an organization which
has as onc of its primary functions the management of inven-
tions (provided that such assignee shall be subject to the same
provisions as the contractor); () a requirement that the contrac-
tor share royaltics with the inventor; (C) except with respect to
afunding agreement for the operation of a Government-owned-
contractor-operated facility, a requirement that the balance of
any royaltics or income carned by the contractor with respect (o
subject inventions, after payment of expenses, (including pay-
ments to inventors) incidental to the administration of subject
inventions, be utilized for the support of scientific rescarch, or
cducation; (D) a requirement that, except where it proves
infcasible after a reasonable inquiry, in the licensing of subject
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inventions shall be given 1o small business firms; and (E) with
respect to a funding agreement for the operation of a Govern-
ment-owned-contractor-operator facility, requirements (i) that
after payment of patenting costs, licensing costs, payments to
inventors, and other expenses incidental to the administration of
subject inventions, 100 percent of the balance of any royaltics
or income carncd and retained by the contractor during any
fiscal ycar, up to an amount cqual to five percent of the annual
budget of the facility, shall be uscd by the contractor for
scientific research, development, and cducation consistent with
the rescarch and development mission and objectives of the
facility, including activitics that increase the licensing potential
of other inventions of the facility provided that if said balance
cxceeds five percent of the annual budget of the facility, that 75
percentof such excess shall be paid to the Treasury of the United
States and the remaining 25 pereent shall be used for the same
purposes as described above in this clause (D); and (ii) that, to
the extent it provides the most effective technology transfer, the
licensing of subjectinventions shall be administered by contrac-
tor cmployces on location at the facility.

(8) The requirements of scctions 203 and 204 of this
chapter.

(d) If a contractor does not cicct to retain title to a snbject
invention in cascs subject to this scection, the Federal agency
may consider and after consultation with the contractor grant
requests for retention of rights by the inventor subject to the
provisions of this Act and regulations promulgated hercunder.

(¢) In any casc when a Federal employee is a coinventor of
any invention made under a funding agreement with anofiprofii
organjzation or smail business firm, the Federal agency employ-
ing such coinventor is authorized 1o transfer or assign whatever
rights it may acquire in the subjcct invention from its employce
to the contractor subject to the conditions sct forth in this
chapter,

(NH(1) No funding agreecment with a small business firm or
nonprofit organization shall contain a provision allowing a
Federal agency 1o require the licensing to third partics of
inventions owned by the contractor that are not subject inven-
tions unless such provision has been approved by the head of the
agency and a written justification has been signed by the head
of the agency. Any such provision shall clcarly state whether the
licensing may be required in connection with the practice of a
subject invention, a specifically identified work object, or both,
The head of the agency may not delegate the authority to
approve provisions or sign justifications required by this para-
graph,

(2) A Federal agency shall not require the licensing of third
partics under any such provision unless the head of the agency
determines that the use of the invention by others is necessary
for the practice of a subject invention or for the use of a work
objcet of the funding agreement and that such action is ncees-
sary to achicve the practical application of the subject invention
or work object. Any such determination shall be on the record
after an opportunity for an agency hearing. Any action com-
menced for judicial review of such determination shall be
brought within sixty days after notification of such determina-
tion,

L-23

203

(Subsection () amended Nov. 8, 1984, Public Law 98-6()2, scc.
501(3), 98 Swat. 3364.)

(Subsection (b)(2) amended Nov. 8, 1984, Public Law 98-620, sec.
501(4), 98 Stat. 3365.)

(Subsection (b)(4) added Nov. 8, 1984, Public Law 98-620, sec.
501(4A), 98 Stat. 3365.)

(Subsection (¢)(4) amended Nov. 8, 1984, Public Law 98-620, sec.
501(5), 98 Stat. 3365.)

(Subsection (c)(5) amended Nov. 8, 1984, Public Law 98-620, sec.
501(6), 98 Stat. 3365.)

(Subsection (¢)(7) amended Nov. 8, 1984, Public Law 98-620, sec.
501(7), (8), 98 Stat. 3366.)

(Subsection ()(2) added Dec. 12, 1980, Public Law 96-517, scc.
6(a), 94 Stat, 3020.)

35 U.S.C. 203 March-in rights.

(1) With respect to any subject invention in which a small
business firm or nonprofit organization has acquired titlec under
this chapter, the Federal agency under whose funding agree-
ment the subject invention was made shall have the right, in
accordance with such procedures as arc provided in regulations
promulgated hereunder to require the contractor, an assignee or
cxclusive licensee of a subject invention to grant a nonexclu-
sive, partially exclusive, or exclusive license in any ficld of use
1o a responsible applicant or applicants, upon terms that are
reasonable under the circumstances, and if the comtractor,
assignee, or cxclusive licensce refuses such request, to grant
such a license itself, if the Federal agency determines that such

(a) action is nccessary because the contractor or assignee
has nottaken, or isnotexpected to take within areasonable time,
cffective steps o achieve practical appiication of the subject
invention in such ficld of use;

(b) action is nccessary to alleviate health or safety needs
which are not reasonably satisficd by the contractor, assignee,
or their licensees;

(c) action is necessary to meet requirements for public use
specificd by Federal regulations and such requircments are not
reasonably satisfied by the contractor, assignee, or licensecs; or

(<) action is nccessary because the agreement required by
section 204 has not been obtained or waived or because a
licensee of the exclusive right to usc or sell any subjectinvention
in the United States is in breach of its agrcement obtained
pursuant to section 204,

(2) A dctermination pursuant to this scction or scction
202(b)(4) shall not be subject to the Contract Disputes Act (41
U.8.C. § 601 etseq.). Anadministrative appeals procedure shall
be established by regulations promulgated in accordance with
section 206, Additionally, any contractor, inventor, assignee, or
exclusive licensee adversely affected by a determination under
this section may, at any time within sixty days after the determi-
nation is issuced, file a petition in the United States Claims Court,
which shall have jurisdiction to determine the appeal on the
record and to affirm, reverse, remand or modify, as appropriate,
the determination of the Federal agency. In cases described in
paragraphs (a) and (c), the agency's determination shail be held
in abeyance pending the exhaustion of appeals or petitions filed
under the preceding sentence.
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(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3022;
amended Nov. 8, 1984, Public Law 98-620, sec. 501(9), 98 Stat. 3367.)

35 U.S.C. 204 Preference for United States industry,

Notwithstanding any other provision of this chapter, no
small business firm or nonprofit organization which receives
title to any subject invention and no assignee of any such small
business firm or nonprofit organization shall grant toany person
the exclusive right to use or sell any subject invention in the
United Siates uniess such person agrecs that any products
embodying the subject invention or produced through the usc of
the subject invention will be manufactured substantially in the
United States. However, inindividual cases, the requirement for
such an agrcement may be waived by the Federal agency under
whose funding agrecement the invention was made upon a
showing by the small business firm, nonprofit organization, or
assignee that reasonable but unsuccessful efforts have been
made to grant licenses on similar terms to potential licensees
that would be likely 0 manufacture substantially in the United
States or that under the circumstances domestic manufacture is
not commercially feasible.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3023.)

35 U.S.C. 205 Confideniiality.

Federal agencies are authorized to withhold from disclosure
to the public information disclosing any invention in which the
Federal Government owns or may own a right, title, or interest
(including a nonexclusive license) for areasonable lime in order
for a patent application to be filed, Furthermore, Federal agen-
cies shall not be required to release copies of any document
which is part of an application for patent filed with the United
States Patent and Trademark Office or with any forcign patent
office.

(Added Dec, 12, 1980, Public Law 96-517, sec. 6(a), 94 Sat.
3023.)

35 U.8.C. 206 Uniform clauses and regulations.

The Sccretary of Commerce may issue regulations which
may be made applicable to Federal agencics implementing the
provisions of sections 202 through 204 of this chapter and shall
establish standard funding agreement provisions required under
this chapter, The regulations and the standard funding agree-
mcent shall be subject to public comment before their issuance,

(Amended Nov. 8, 1984, Public Law 98-620, sec. S01(10), 98 Stat,
3367.)

35 US.C. 207 Domestic and forcign protection of
federally owned inventions,
(a) Each Federal agency is authorized (o --

(1) apply for, obtain, and maintain patents or other forms of
protection in the United States and in forcign countrics on
inventions in which the Federal Government owns a right, title,
or interest;

(2) grantnonexclusive, exclusive, or partially exclusive li-
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censes under federally owned patent applications, patents, or
other forms of protection obtained, royalty-free or for royaltics
or other consideration, and on such terms and conditions,
including the grant to the licensee of the right of enforcement
pursuant to the provisions of chapter 29 of this title as deter-
mined appropriate in the public interest;

(3) undertake all other suitable and nccessary steps o
protect and administer rights to federally owned inventions on
behalf of the Federal Government cither directly or through
contract; and -

(4) transfer custody and administration, in whole or in part,
to another Federal agency, of the right, title, or interest in any
federally owned invention,

(b) For the purpose of assuring the effective management of
Government-owned inventions, the Sccretary of Commerce
authorized to --

(1) assist Federal agency cfforts to promote the licensing
and utilization of Govemment-owned inventions;

(2) assist Federal agencics in secking proteciion and main-
taining inventions in foreign countrics, including the payment
of fees and costs connected therewith; and

(3) consult with and advise Federal agencics as to arcas of
science and technology research and development with poten-
tial for commercial utilization.

Added Dec. 12, 1980, Public Law 96-517, scc. 6(a), 94 Stat. 3023,
Amended Nov, 8, 1984, Public Law 98-620, sec. 501(11) 98 Sual.
3367.)

35 U.8.C. 208 Regulations governing Federa)
licensing.

The Secretary of Commerce is authorized to promulgate
regulations specifying the terms and conditions upon which any
federally owned invention, other than inventions owned by the
Tennessce Valley Authority, may be licensed on a nonexclu-
sive, partially exclusive, or exclusive basis.

(Added Dec, 12, 1980, Public Law 96-517, sec, 6(n), 94 Stat. 3024;
Amended Nov. 8, 1984, Public Law 98-620, scc. 501(12), 98 Stal.
3367.)

35 U.5.C. 209 Restrictions on licensing of federally
owned inventions,

(a) No Federal agency shall grant any license under a patent
or patent application on a federally owned invention unless the
person requesting the license has supplied the agency with a
plan for development and/or marketing of the invention, except
that any such plan may be treated by the Federal agency as
commercial and financial information obtained from a person
and privileged and confidential and not subject 1o disclosure
under scction 552 of title 5 of the United States Code.

(b) A Federal agency shall normally grant the right (o use or
scll any federally owned invention in the United States only to
alicenseethatagrees thatany products embodying the invention
or produced through the use of the invention wilt be manufac-
tired substantially in the United States,

(c)(1) Each Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a federally
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owned domestic patent or patent application only if, after public
notice and opportunity for filing writien objections, it is deter-
mined that --

(A) the interests of the Federal Government and the public
will best be served by the proposed license, in view of the
applicant’s intentions, plans, and ability to bring the invention
(o practical application or otherwisc promote the invention’s
utilization by the public;

(B) the desired practical application has not been
achicved, oris not likely expeditiously to be achicved, underany
nonexclusive license which has been granted, or which may be
granted, on the invention;

(C) exclusive or partially exclusive licensing is a reason-
able and necessary incentive to call forth the investment of risk
capital and cxpenditures to bring the invention to practical
application or otherwise promote the invention’s utilization by
the public; and

(D) the proposed terms and scope of exclusivity are not
greater than reasonably necessary 10 provide the incentive for
bringing the invention to practical application or otherwise
promote the invention’s utilization by the public,

(2) A Federal agency shall not grant such exclusive or
partially exclusive license under paragraph (1) of this subsec-
tion if it determines that the grant of such license will tend
substantistly 1o lessen competition or resuit in undue concentra-
tion in any section of the country in any line of commerce 0
which the echnology (o be licensed relates, or 1o create or
miaintain other situations inconsistent with the antitrust laws,

(3) First preference in the exclusive or partially exclisive
licensing of federally owned inventions shiall go to small busi-
ness firms submitting plans that are determined by the agency to
be within the capabilitics of the firms and equally likely, if
cxecuted, to bring the invention to practical application as any
plans submitted by applicants that are not small business firms,

() After consideration of whether the interests of the Fed-
cral Governmentor United States industry in forcign commerce
will be cahanced, any Federal agency may grant exclusive or
partially exclusive licenses in ary invention coversd by a
foreign patent application or patent, after public notice ang
opportunity for filing written objections, except that a Federal
agency shall aot grant such exclusive or partially exclusive
license if it determines that the grant of such license will tend
substantially to lessen competition or result in unduc concentra-
tion in any section of the United States in any line of commerce
o which the technology (o he licensed relates, or (o create or
maintain other situations inconsistent with antitrust laws.

(¢) The Federal agency shall mainiain a record of determi-
nations 10 grant ¢xclusive or partially exclusive licenses,

() Any grant of a license shall contain such terms and ¢on-
ditions as the Federal agency determines appropriate for the
protection of the interests of the Federal Goverament and the
public, including provisions for the following:

(1) periodic reporting on the utilization or efforts at obtain-
ing utilization that are being made by the licensee with particutar
reference to the plan submitted: Provided, That any such infor-
mation may be treated by the Federal agency as commercial and
financial information obtained froma person and privileged and
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confidential and not subject to disclosure under section 552 of
title § of the United States Code;

(2) theright of the Federal agency to terminate such license
in whole or in part if it determines that the licensee is not
executing the plan submitted with its request for a license and
the licensee cannot otherwise demonstrate (0 the satisfaction of
the Federal agency that it has taken or can be expected to take
within a reasonable time, effective steps 1o achieve practical
application of the invention;

(3) the right of the Federal agency to terminate such license
in whole or in part if the licensee is in breach of an agreement
obtained pursuant o paragreph (b) of this section; and

(4) the right of the Federal agency to terminate the license
in wholc or in part if the agency determines that such action is
necessary 10 meel requirements for public use specified by
Federal regulations issued after the date of the license and such
requirements are not reasonably satisfied by the licensce.

(Added Dee, 12, 1980, Public Law 96-517, sec, 6(a), 94 Siat,
3024.)

35 U.S.C, 210 Precedence of chapter,

() This chapter shail take precedence over any other Act
which would require a disposition of rights in subject inventions
of small business firms or noaprofit organizations contractors in
amanner that is inconsistent with this chapter, including but not
necessarily limited to the following:

(1) section 10(a) of the Act of June 29, 1935, as added by
title 1 of the Actof August i4, 1946 (7 U.S.C. 427i(a); 60 Stat,
1085);

(2) secuion 205(n) of the Act of August 14, 1946 (7 U.S.C.
1624(a); 60 Stat, 1090);

(3) section 501(c) of the Federal Mine Safety and Health
Actof 1977 (30 U.S.C. 951(c); 83 Stat, 742);

@) section 106(c) of the National Traflic and Motor Ve-
hicle Safety Act of 19606 (15 U.S.C. 1395(c); BO Stat. 721);

(5) section 12 of the National Science Foundation Act of
1950 (42 U.S.C. I871(a); 82 Stat. 360);

(6) section 152 of the Atomic Encrgy Act of 1954 (42
U.S.C, 2182; 68 Stat. 943);

(7 section 308 of the National Acronautics and Space Act
of 1958 (42 U.S.C, 2457);

(8) section 6 of the Coal Rescarch Development Act of
1960 (30 U.S.C. 666; 74 Siat. 337);

(9) scction 4 of the Helium Act Amendments of 1960 (50
U.S.C. 167b; 74 Stat. 920);

(10) section 32 of the Arms Control and Disarmament Act
of 1961 (22 U.8.C. 2572; 75 Sw, 634);

(11) subsection (¢) of section 302 of the Appalachian
Regional Development Act of 1965 (40 U.S.C. App. 302(c); 79
Stat. 5);

(12) section 9 of the Federal Nonnuclear Energy Research
and Development Actof 1974 (42 U.S.C. 5901, 88 Stat. 1878);

(13) section 5(d) of the Consumer Product Safety Act (15
U.S.C. 2054(d); 86 Stat, 1211);

(14) scction 3 of the Act of April 5, 1944 (30 U.S.C. 323;
58 Stat. 191),
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(15) section BOO1(©)(@) of the Solid Waste Disposal Act (42
U.S.Co0081(¢); 90 S, 2829);

(16Vseetion 219 of the Forcign Assistance Act ol 1961 (22
USC 2 179; B3 Stat, 8B0o);

17) section 427(h) of the Federal Mine Health and Safety
Actof 1977 (30 U.8.C. 937(b); 86 Stat, 155);

(18) section 306(d) of the Surface Mining and Reclamation
Actol 1977 (30 ULS.C. 1226(d); 91 Stat. 455),

(19) section 21(d) of the Federal Fire Prevention and
Control Act of 1974 (15 U.S.C. 2218(d); 88 Stat, 1548);

20y section 6(b) of the Solar Photovoliaic Encrgy Rescarch
Development and Demonstration: Act of 1978 42 U.S.C.
5585(h); 92 Stat. 2516);

(21 seetion 12 of the Native Latex Commercialization and
Feonomic Development Act of 1978 (7 ULS.C. 178(); 92 St
2531 and

(22) section 408 of the Water Resources and Development
Actof 1078 (42 L.S.C. 7879; 92 Stat. £360).

The Act ereaiing this chapter shiall be construed (o take prece-
dence over any future Act unless that Actspecifically cites this
Act and provides that it shall take precedence over this Act,

(b) Nothing in this chapter is inended 0 alter the effect of
the taws cited in paragraph (a) of this section or any other laws
with respect to the disposition of rights in inventions made in the
performance of funding agreements with persons other than
nonprofit organizations or small business firms,

(¢) Nothing in this chapter is intended to limit the authority
of ugencies to agree to the disposiiion of rights in inventions
made in the performance of work under funding agreements
with persons other than nonprofit organizations or small busi-
ness firms in aecordance with the Statement of Government
Patent Policy issued on February 18, 1983, agency regulations,
or other applicable regulations or (o otheswise limit the author-
ity of agencies o allow such persons 1o retain ownership of in-
ventions, except that all funding sgreements, including those
with other than small business firms and nonprofit organiza-
tions, shal! include the requirements established in paragraph
202(¢)(4) and section 203 of this title. Any disposition of rights
in inventions made in accordance with the Statement or imple-
menting regulations, including any disposition occurring before
enactment of this section, are hereby authorized.

() Nothing in this chapter shall be construed to require the
disclosure of intelligence soirees or methods or (0 otherwise
iffect the suthority granted o the Director of Central Tntelli-
gence hy statate or Exccutive order for the protection of intel-
ligenee sources or methods,

(Subssection (¢) amended Nov, 8, 1984, Public Law 98-620, sec.
SO1(13), 9% Sun, 3367))

(Subsection (d) added Dee, 12, 1980, Public Law 96.517, sec. 6(4),
04 Siat, 3026.)
JEU.8.C, 201 Relationship to antitrust laws,

Nothing in this chapter shall be deemed 1o convey 10 uny
person immunity from civil orcriminal liability, or to create any
defenses to actions, under any antitrust law,

(Added Dee, 12, 1980, Public Law 96-517, sec. 671),94 Stal, 3027.)
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35 1.8.C. 212 Disposition of rights in educational
awuards.

No scholarship, fellowship, raining grant, or other funding
agreement made by a Federal agency primarily (o an awardee
for educational purposes will contain any provision giving the
Federal agency any rights o inventions made by the awardee.

(Added Nov, 8, 1984, Public Law 98.620, sec. 501(14), 98 Stal.
3368.)

PART I - PATENTS AND PROTECTION OF
PATENT RIGHTS

CHAPTER 25 - AMENDMENT AND CORRECTION OF
PATENTS
Sec.
251 Reaissue of defective patents,
257 Bffect of reissue.
253 Disclaimer.
254 Certificate of correction of Patent and Trademark Office mistake,
255 Certificdte of correction of applicant's mistake,
256 Correction of named inventor,

35 U.S.C. 281 Reissue of defective patents,

Whenever any patentis, through error without any deceptive
intention, deemed wholly or partly inoperative or invalid, by
reason of a defective specification or drawing, or by reason of
the patentee claiming more or less then he had a right to claim
in the patent, the Commissicacr shall, o the surrender of such
patent and the payment of the fee required by law, reissue the
patent for the invention disclosed in the original patent, and in
accordance with a new and amended application, for the unex-
pired part of the terin of the original patent, No new mauer shall
be introduced into the application for yeissuc.

The Commissioner may issue several reissued patents for
distinct and separate parts of the thing patented, upon demand
of the applicant, and upon payment of the required fee for a
reissue for each of such reissued patents.

The provisions of this title relating to applications for patent
shall be applicable to applications for reissuc of a patent, excepi
that application for reissue may be made and sworn (o by the
assignee of the entire interest if the application does not seck 10
enlarge the scope of the claims of the original patent.

No reissued patent shall be granted enlarging the scope of
e claims of the original patent unless applied for within two
years from the grant of the original patent,

35 U.8.C, 252 Effect of relssue,

“he surrender of the original patent shall take effectuponthe
issne of the reissucd patent, and every reissued patent shall have
the same effcect and operation in law, on the trial of actions for
causcs thereafter arising, as il the same had been originally
granted in such amended form, but insofar as the ¢laims or the
original and reissucd patents are identical, such surrender shall
not alfect any action then pending nor abate any cause of action
then existing, and the reissued patent, to the extent that its claims
are identical with the original patent, shall constitute a contim-
ation thereof and have effect continuously from the date of the
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original patent.

No reissued patent shall abridge or affect the right of any
person or his successors in business who made, purchased or
uscd prior (o the grant of a reissue anything patented by the
reissucd patent, to continue the use of, or 1o sell 1o others 1o be
used or sold, the specific thing so made, purchased or uscd,
unless the making, using or sciting of such thing infringes a valid
claimof the reissued patent which was in the original patent, The
court before which such matter is in question may provide for
the continued manufacture, use or sale of the thing made,
purchased or used as specified, or for the manufacture, use or
sale of which substantial preparation was madge before the grant
of the reissue, and it may afso provide {or the continued practice
of any process patented by the reissue, practiced, or for the
practice of which substantial preparation was made, prior 1 the
grant of the reissue, (o the extent and under such orms as the
court deems equitable for the protection of investments made or
bisiness commenced before the grant of the reissue,

35 US.C, 253 Disclaimer,

Whencver, without any deceptive intention, a claim of a
patent is invalid the remaining claims shall not thereby he
rendered invalid. A pateniee, whether of the whole or any
sectionsl interest thesein, may, on payment of the fee required
by law, make disclaimer of any complete claim, stating therein
the extent of his interest in such patent. Such disclaimer shall be
in writing and recorded in the Patentand Trademark Office, and
it shall thercafter be considered as part of the original patent to
the extent of the interest possessed by the disclaimant and by
those claiming wnder him,

in like manner any patentee or applicant may disclaini or
dedicate to the public the entire term, or any terminal part of the
term, of the patent granted or to be granted.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949,)

35 U.S.C. 254 Certificate of correction of Patent and
Trademark Office mistake,

Whenever a mistake in a patent, incurred through the fault
of the Patent and Trademark Office, is clearly disclosed by the
reeords of the Office, the Commissioner may issue a certificate
of correction stating the fact and nature of such mistake, under
scal, without charge, to be recorded in the records of patents, A
printed copy thereof shall be attached to cach printed copy of the
patent, snd such certificate shall he considered as part of the
originai patent, Every such patent, together with such certifi-
cate, shall have the same effect and operation in law on the trial
of actions for canses thereafter arising as if the same had been
originally issued in such corrected form, The Commissioner
may issuc a corrected patent without charge in licu of and with
like effect as a certificate of correction,

(Amended Jan, 2, 1975, Public Law 93506, scc. 1, 88 Sat, 1949.)
38 1).S.C. 285 Certificate of correction of

applicant’s mistuke,
Whenever amistake of a clerical or typographical niaure, or
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of minor ¢haracter, which was not the fault of the Patent and
Trademark Office, appears in a patent and a showing has been
made that such mistake occurred in good faith, the Commis-
sioner may, upon payment of the required fee, issue a certificate
of correction, if the correction does not involve such changes in
the patent as would constitute new matter or would require re-
examination. Such patent, together with the certificate, shall
have the same effeet and operation in law on the trial of actions
for causes thercafter arising as if the same had been originally
issucd in such corrected form,

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Swat. 1949.)

IS US.C. 256 Correction of named inventor,

Whenever through error a person is named in an issued
patent as the inventor, or through error an inventor is not named
in an issued patent and such error arose without any deceptive
intention on his parg, the Commissioner may, on application of
all the partics and assignees, with proof of the facts and such
other requirements as may be imposed, issue a certificate
cotrecting such error.

The error of omitting inventors or naming persons who are
not inventors shall not invalidate the paient in which such error
oceurred if it can be corrected as provided in this section. The
court before which such matter is called in question may order
correction of the patent on notice and hearing of all partics
concerneed and the Commissioner shall issuc a certificate ac-
cordingly.

(Amended Aug. 27, 1982, Public Law 97-247, sce. 6(b), 96 Suat,
320)

CHAPTER 26 - OWNERSHIP AND ASSIGNMENT
Sec.
261 Ownership; ussignment,
262 Joint owners,

385 US.C, 261 Ownership; assignment.

Subject to the provisions of this title, patents shall have the
attributes of personal property.

Applications for patent, patents, or any interest therein, shall
be assignable in law by an instrument in writing. The applicant,
patentee, or his assigns or legal representatives may in like
manner grant and convey an exclusive right under his applica-
tion for patent, or patents, to the whole or any specificd part of
the United States.

A certificate ol acknowledgment under the hand and official
seal of' a person authorized w administer oaths within the United
States, or, in a forcign country, of a diplomatic or consular
officer of the United States or anof ficer authorized o administer
oaths whose authority is proved by a certificate of a diplomatic
orconsular ofticer of the United States, or apostille of an official
designated by aforeign country which, by treaty or convention,
accords like effect to apostilies of designated officials in the
United States, shall be prima facie evidence of the exccution of
anassignment, grant orconveyance of a patent or application for
patent.
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Anassignment, grant, or conveyance shatl be void as against
any subsequent purchiaser or mortgagee for a valuable consid-
cration, without notice, unless it is recorded in the Patent and
Trademark Office within three months from its date or prior to

the date of such subseguent purchase or mortgage. U

(Amended Jun, 2, 1975, Public Law 93-596, sec, 1, 88 Stat. 1949;
Aug. 27, 1982, Public Law 97.247, see. 14(b), 96 Stat, 321))

JEUK.C. 262 Joint owners.

In ihe absence of any agreement to the contrary, each of the
joint owners of a paient may make, use or sell the patented
o Lot without the consent of and without accounting (o the
other owners,

CHAPTER 27 - GOVERNMENT INTERESTS IN
PATENTS
see.
206 |Repeated. |
267 Time for 1aking nction in Goverament applications,

JEUK.C 206 |Repended, ]
(Repealed July 24, 1965, Public Law §9-83, sec. 8, 79 Sial, 261.)

J51.8.C. 267 Time for tuking action in Governmend
applications.

Notwithstanding the provisions of sections 133 and 151 of
tiis title, the Commissioner may extend the time for taking any
action to three years, when an application has beconmie the
property of the United States and the head of the appropriaste
depariment or agency of the Governnient has certified to the
Commissioner that the invention disclosed therein is imporiant
10 the armanient or defense of the United States.

CHAPTER 28 - INFRINGEMENT OF PATENTS
Sec,
271 Infeingement of patent,
2712 Temporary presence in the United States.

I5UK.C. 271 Enfringement of patent.

() Except as otherwise provided in this title, whoever
without authority makes, uses or sells any pateated invention,
within the United States during the term of the patent therefor,
infringes the patent.

(b) Whoever actively induces infringement of a patent shall
he lighle as an infringer,

(©) Whaever selfs a component of o patented machine,
manufaciore, combination or ¢composition, or a material or
apparatns for use in practicing a patented process, constituting
a material part of the invention, knowing the same (0 be
especially made orespecially adapted for use in an infringement
of such patent, and not a staple anticle or commaodity of com-
merce snitable for substantial noninfringing use, shall be liable
as a contrilnggory infringer,

(1) No patent cwner otherwise entitled to refiet for infringe-
ment or contributory infringement of a patent shall be denied
reliel or deemed guilty of misuse or iflegal extension ol the
patent right by reason of his having done one or more of the
following: (1) derived revenue fromacts which if performed by
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another without his consent would constitute contribuiory in-
fringement of the patent; (2) licensed or authorized another to
perform acts which if performed without his consent would
constitute contributory infringement of the patent; (3) sought to
enforce his patent rights against infringement or contributory
infringement; (4) refused o Jicense or nse any rights to the
patent; or (8) conditioned the license of any rights to the patent
or the sale of the patented praduct on the acquisition of a license
10 rights in another patent or purchase of a separate product,
unless, in view of the circumstances, the patent owner has
market power in (he relevant market tor the patent or patented
product on which the license or sale is conditioned,

(@Y1 L shall not be an act of infringeiment o make, use, or
sell & patented invention (other than o new animal drug or
veterinary biological praduct (as those teems are nsed in the
Federal Fowd, Drug, and Cosmetic Actand the Act of March 4,
1913) which is primarily mannfactured nsing recombinant
DNA, recombinunt RNA, hybridoma technology, or other
processes involving site specific genetic manipulation tech-
nigues) solely for uses reasonably refated to the development
and submission of information under a Federal law which
regulates the manufacture, use, or sale of drags or veterinary
hiological products,

(2) 1t shalt be an act of infringement to submit --

(A) an application under section 3053) of the Federal Food,
Drug, and Cosmetic Act or deseribed in section SOS(h)(2) of
such Act for a drug claimed in a patent or the use of which is
¢laimed ina patent, or

@y anapplication undersection S 12 of such Actorunder the
Act of March 4, 1913 (21 U.S.C. 151 - I1SR) for a drug or
veterinary biological product which is not primarily manulng-
tred using recombinant DNA, recombinunt RNA, hybridoma
technology, or other processes involving site specific genetic
maniputation technigues and which is claimed in a patent or the
use of which is claimed ina patent,
it the purpose of such submission is to obtain approval under
such Act to engage in the commercial mannfacture, use, or sale
of a drag or veterinary biological product claimed in a patent or
the use of which is claimed in a patent hefore the expiration of
such patent,

(3) Inany action for patent infringement brought under this
section, no injnnetive or other reliel may be granted which
would prohibit the making, using, or selling of a patented
invention under paragraph (1).

(4) For an act of infringement described in paragraph (2)-

(A) the court shall order the effective dute of any approval
of the drug or veterinary biological product involved in the
infringement to be & date which is not carlier than the date of the
expiration of the patent which has heen infringed,

(BY injunctive retict may be granted against an infringer to
prevent the commercial manufactore, use, or sale of an ap-
proved deng or veterinary biologicat prodact, and

(C) damages or other monetary relict may be awarded
againstan infringer only il there has beencommercial manufac.
ture, use, or sale of an approved drag or veterinary biological
product,

The remedies prescribed by subparagraphs (A), (1), and () are
the only remedies which may he granted by a court tor an act of
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infringement deseribed inparageaph (2), except ihat a courtmay
award attorney fees under section 2835,

(DD Whoever without authority supplics of causes to be
supplied in or from the United States all o a substangial portiow
of the components of a patented invention, where such compo-
nents are uncombined in whole or in part, in such manuer as (o
actively induce the combination of such components outside of
the United States in a manner that would infringe the patent it
such combination occurred within the United Stues, shall be
liable as an infringer.

(2) Whoever without authority supplies or causes to be
supplied in or from the United States any component of a
patented invention that is especially made or especialty adapted
for use in the invention and nota stapte article or commaodity of
commerce suitable for substantial noninfringing use, where
such component is uncombined in whole or in part, knowing
that such component is so made or adapad and intending that
such component witl e combined outside of the United States
in & manner that would infringe the patent if such combination
occurred within the United States, shalt be liable as an infringer,

() Whoover without authority imports into the United
States or selts or uses within the United Swtes a product which
is made by a process patented in the United States shall be liable
as an infringer, il the importation, sale, or use of the product
oceurs during the term of such process pateat. In an action for
infringement of o process patent, no remedy may be granted for
infringement on gccount ol the noncommercial use orretuil sale
of @ product unless there is no adequate remedy under this title
for infringement on account of the importation or other use or
sale of that product. A product which is made by o patented
process will, for purposes of this titte, not be considered to be so
made afler --

(1) it is materiatly changed by subsequent processes; or

(2) it becomes o trivinl and nonesseatinl component of
mother praduct,

(Subsection () amended Nov. 19, 1988, Public Law 100-
703, Tide 1, sec. 201, 102 Swt, 4676.)

(Subseetion (¢) added Sept, 24, 1984, Public Law 98-417,
sec, 202, 98 Stat. 1603.)

(Subsection (f) added Nov. 8, 1984, Public Law 98-622,
sec. 101, 98 Siat. 3383.)

(Subsection (g) added Ang. 23, 1988, Public Law 100-418,
see. 9003, elfective Feb, 23, 1989.)

(Amended Nov, 16, T98R, Public Law 100-670, see. 201(i),
102 Stat. 3971)

(Subsection () amended Nov. 19, T198S, Public Law 100)-
703, Tide 11, see. 200 102 Sun, 4676)

IS UL.C, 272 Temporary presence in the United
States,

The use of nay invention in any vessel, aircenft or vehicle off
uny country which alfords similar privileges (o vessels, aireralt
or vehicles of the United States, entering the United States tem-
porarily or accidentably, shalt notconstitute infringement of any
patent, if the invention is used exclusively for the needs of the
veasel, aircraft or vehicle and is not sold in or used for the
manufacture of anything to be sold in or exporied from the
United States.

CHAPTER 29 « REMEDIES POR INFRINGEMENT OF
PATENT, AND OTHER ACTIONS
.
See.
281 Remedy for infringement of patent,
282 Prasumption of validity; defenses,
283 Injunction,
284 Damages,
285 Avorney foes.
286 Time limitation on damages.
287 Limitation on damages and other remedies; marking and notice,
288 Action for infringement of a patent containing an invalid claim,
289 Additional romody for infringement of design patent,
290 Notico of patent suits,
201 Intevlering patents,
202 False marking,
293 Nonresident pptentee; service and notice.
294 Voluntary arbitration,
205 Presumption; Product made by patented process

JSUK.C. 281 Remedy for infringement of patent,
A patentee shall have remedy by civil action for infringe-
ment of his patent,

35 US.CL 282 Presumption of velidity: defenses

A patent shall be presumed valid, Each elaim of a patent
(whether in independent, dependent, or nudtiple dependent
“form) shall be presumed valid independently of the validity of
other claims; dependent or maltiple dependent ¢laims shall be
presumed valid even though dependent upon aininvalid claim,
The burden of establisiing invalidity of o patent or any ¢laim
thercof shall rest on the party asseeting such validity.,

The following shall be defenses inany action involving the
validity or infringement of o patent sind shall be pleaded:

(1) Noninfringement, absence of liability tog infringement,
or unenforceability,

(2) Invalidity of the patent or any claim in suit on any
ground specified in part 11 of this tide as a condition tor
patentabitity,

(3) Invalidity of the patent or any clainy in suit for failure 10
comply with any requirement of sections 1120r 251 ol thistitle,
() Any other fact or act made a defense by this tide,

I actions involving the validity or infringement of a patent
the party asserting invalidity or noninfringement shall give
notice in the pleadings or otherwise in writing (o the adverse
parly at least thirty days before the wrial, of the country, number,
date, and name of the patentee of any patent, the title, date, and
page numbas of wivy publication to be relied upon as anticipa-
tionof the patent in suit or, except in actions in the United Siates
Claims Cougt, as showing the state of the art, sid the name and
address of any person who may be relied npon as the prior
inventororas having prior knowledge ol orashaving previously
used or offered for sale the invention of the patent in suit, In the
absence of such notice proof of the savd matters may not he made
at the rigd except on such terms as the court requires,

Invalidity of the extension of a patent term or any portion
thereof under section 156 of this title beeause of the material
failure --
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(1) by the applicant for the extensiosi; or

(2) by the Commissioner,
10 comply with the requirements of such section shall be o
delense in ahy action involving the infringement of a patent
during the period of the extengion of its term and shall be
pleaded. A due ditigence determination under section 156(d)(2)
is not subject o review in such an action,

(Amnended July 24, 1965, Public Law §9-83, sec. 10, 79 Swt. 261;
Nov. 24, 1975, Public Law 94131, sec. 10,89 Swut, 692; Sept. 24, 1984,
Public Law 98-417, see. 203, 98 S, 1603.)

JSU.S.C. 283 Injunction,
‘The several courts having, jurisdiction of cases under this

title may graat injunctions in accordance with the principles of

equity w prevent the violation of any right secured by patent, on
such terms as the court deems reasonable,

36 U.8.C, 284 Damages.

Upon finding for the claimant the court shall award the
¢laimant damages adequate 1o compensate for the infringement
but in no event less that a reasonable royaliy for the use made of
the invention by the infringer, together with interest and costs as
fixed by the court,

When the damages are not found by a jury, the court shall
assess them, In cither event the court may incresse the damages
up to thyee times the amount found or assessed.

The court may receive expert testimony as an aid o the
determination of damages or of what royaity would be reason-
able under the circumstances.

IS UK.C, I8S Attorney fees,
The court in exceptional cases may award reasonable attos-
ncy fees (o the prevailing pariy.

IS 1).8.C, 286 Time Hmitation on damages.

Iixcept as otherwise provided by law, no recovery shall be
had for any infringement committed mose than six years prior to
the filing of the complaing or counterclaim for infringement in
the action,

In the case of claims against the United States Government
for use of a patented invention, the period before bringing snit,
up to six years, between the date ol receiptof a written claim for
conipensation by the department or agency of the Government
laving authority 10 settle sich claim, and the date of maiting by
the Government of it notice to the claimant that his claim has
been denied shall not be counted as a part of the period referred
10 in the preceding paragraph,

IS U.S.C, 287 Limitation on damages and other remedies;
marking and notice,

() Patentees, and persons making or selling any patented
article for or under them, may give notice to the public that the
sae is patented, cither by fixing thereon the word “pateat” or
the abbreviation “pat.”, together with the number of the patent,
or when, from the character of the article, this can not be done,
hy fixing toit, or o the puckage wherein one or more of them is
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contained, a label containing a like notice. In the event of (ailure
sotomark, no damages shall be recovered by the patentee in any
action for infringement, except on proof that the infringer was
notificd of the infringement and continued to infringe thereafter,
inwhiclicventdamages may be recovered only forinfringement
occurring alter such notice. Filing of anaction for infringement
shall constitute such notice.

(b)(1) Aninfringer under seetion 271(g) shall be subject to
all the provisions of this title relating o damages and injunctions
except to the extent those remedices are modificd by this subsce-
tion or section 9006 of the Process Patent Amendments Act of
1988, The modifications of remedics provided in this subscction
shall not be available to any person who --

(A) practiced the patented process;

(B) owns or controls, or is owned or controlled by, the
person who practiced the patented process; or

(€)Y had knowledge before the infringement that a
patented process was used to make the product the importa-
tion, use, or sale of which constittes the infringement.

(2) No remedies for infringement under section 271(g) of
this title shall be available with respect to any product in the
possession of, or in transit o, the person subject to liability
under such section before that person had notice of infringement
with respect to that product. The person subject to liability shall
bear (he burden of proving any such possession or transit,

(YA) Inmaking adetermination with respect tothe remedy
in an action brought for infringement under section 271(g), the
court shali consider --

(@) the good Laith demonstrated by the defendant with
respect 1o a request for disclosure;

(ii) the good faith demonstrated by the plaintiff with
respect 1o a request for disclosure, and

(iii) the need o restore the exclusive rights secured by
the patent,

(B) For purposes ol subparagraph (A), the following are
evidence of gowd faith;

(i) arequest for disclosure made by the defendant;
(it) @ response within a reasonable time by the person
receiving the request for disclosure; and
(iii) the submission of the response by the defendant 10
the manufacturer, or it the manutacturer is not known, to the
supplier, of the product 1o be purchased by the defendant,
together with a request for a written staiement that the
process claimed inany patent disclosed in the response is not
used to practuce such product.
The failure to perform any acts described in the preceding
sentence is evidence of absence of good faith unless there are
mitigating circumstances. Mitigating circumstances include the
case in which, due o the nature of the product, the mimber of
sources for the product, or like commercial circumstances, o
request for disclosare is not necessary or practicable to avoid
infringement,

@)A) For purposes of this subscction, a "request for
disclosure” means a written request made to a person then
engaged in the manufacture of a product to identify all process
patents owned by or licensed 1o that person, us of the time of the
request, that the peeson then reasonably believes could be
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asscricd tobe infringed under seetion 27 H{g) if that product were
imported into, or sold or used in, the United States by an
unauthorized person, A request for disclosure is further limited
10 a request -

(i) which is made by a person regularly engaged in the
United States in the sale of the type of products as those
manufactured by the person o whom the request is direeted,
or which includes facts showing that the person making the
request plans to engage in the sale of such products in the
United States;

(ii) which is made by such person before the person’s
first importation, usc, or sale of units of the product pro-
duced by aninfringing process and before the person had
notice of infringement with respect (o the product; and

(iii) which includes & representation by the person
making the request that such person will promptly submit
the patents identified pursuant to the request to the manufac-
turer, or if the manufacturer is not known, to the supplicr, of
the praduct to he purchased by the person making the
request, and will request from that manufacturer or supplier
a writien statement that none of the processes claimed in
those patents is used in the manufacture of the product,
(B) In the case of a request for disclosure reccived by a

person to whom a patent is licensed, that person shall eithes
identify the patent or promptly notify the licensor of the request
for disclosure.

() A person who has marked, in the manner prescribed by
subsection (a), the number of the process patent on all products
made by the patented process which have been sold by that
person in the United States before a reguest for disclosure is
seceived is notrequired to respond to the request for disclosure,
For purposes of the preceding senience, the term "all products”
does not include products made before the effective date of the
Process Patent Amendments Act of 1988,

(5)(A) For purposes of this subscction, notice of infringe-
mentmeans actnal knowledge, orreceipthy apersonof awrilten
notification, or a combination thereof, of information sufficient
t persuade a reasonable person that it is likely that a product
was maide by a process patented in the United States.

{B) A written notification from the patent holder charging
a person with infringement shall specify the patented process
alleged to have been used and the reasons for a good fuith beliel
thatsuch process was used, The patent holder shalt include inthe
notification such information as is rcasonably necessary 10
explain faicly the patent holder's belief, except that the patent
holder is not required o disclose any trade seeret information.

(C) A person who receives a written notification described
in subpasagraph (13) or a wrilicn response (o a request for
disclosure described in paragraph (4) shall be deemed to have
notice of infringement with respeet to any patent referred (o in
such written notification or response unless that person, absent
mitigating circumsiances--

(i) promptly transmits the written notification or re-
sponse 1o the manufacturer or, if the manulactarer is not
known, to the supplier, of the product purchased or 1o be
purchased by that person; and

(1) receives a written statement from the manufacturer
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or supplicr which on its face sets forth a well grounded

factoal basis for a belicl that the identified patents are not

infringed.

(D) For purposes of this subscction, a person who obtains a
product made by a process patented in the United States in a
quantity which is abnormally large in relation to the volume of
business of such person or an efficient inventory level shall be
rebuttably presumed to have actual knowledge that the product
was made by such patented process.

(6) A person who receives a response o a request for
disclosurc under this subsection shall pay (o the person to whom
the request was made a reasonable fce to cover actual costs
incurred in complying with the request, which may not exceed
the cost of a commercially available automated patent search of
the matter involved, but in no case more than $500.

(Amended August 23, 1988, Public Law 100-418, effective date
Feh, 23, 1989)

35 U.5.C. 288 Action for infringement of a patent
containing an invalid claim,

Whencver, without deceptive intention, a claim of a patent
is invalid, an action may be maintained for the infringement of
a claim of the patent which may be valid. The patentee shall
recover no costs unless a disclaimer of the invalid claim has
heen entered at the Patent and Trademark Office before the
commencenient of the suit.

(Amended Jan, 2, 1975, Public Law 93-596, sce., 1, 88 Stat, 1949,

35 U.K.C. 289 Additional remedy for infringement of
design patent.

Whocver during the term of a patent for a design, without
license of the owner, (1) applies the patented design, or any
colorable imitation thereof, to any article of manufacture for the
purpose ol sale, or (2) sells or cxposes for sale any article of
manufacture to which such design or colorable imitation has
been applied shall be liable to the owner io the extent of his total
profit, but not less than $250, recoverable in any United States
district court haviag jurisdiction of the partics.

Nothing in this section shall prevent, fessen, or impeach any
other remedy which an owner of an infringed patent has under
the provisions of this title, but he shall not twice recover the
profit made from the infringement.

35 U.8.C. 290 Notice of patent suits.

The clerks of the courts of the United States, within one
month after the filing of an action under this title shall give
notice thereof in writing to the Commissioner, sctting forth so
far as known the names and addresses of the partics, name of the
inventor, and the designating number of the patent upon which
the action has been brought. If any other patent is subsequently
included in the action he shall give like notice thereof. Within
onemonthafier the decision is rendered ora judgment issued the
clerk of the court shall give notice thereof to the Commissioner.
The Commissioner shall, on receipt of such notices, enier the
same in the {ile of such patent.
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35 U.S.C. 291 Interfering patents.

The owner of an interfering patent may have relief against
the owner of another by civil action, and the court may adjudge
the question of validity of any of the interfering patents, in whole
or in part. The provisions of the second paragraph of section 146
of this tide shall apply to actions brought under this section.

35 U.S.C. 292 False marking,

(1) Whoever, without the consent of the patentee, marks
upon, or affixes to, or uses in advertising in connection with
anything made, uscd, or sold by him, the name or any imitation
ol the name of the patentee, the patent number, or the words
“patent,” “patentee,” or the like, with the intent of counterfeiting,
or imitating the mark of the patentee, or of deceiving the public
and inducing them to belicve that the thing was made or sold by
or with the consent of the patentee; or

Whoever marks upon, or alfixes Lo, or uscs in advertising in
conncction with any unpatented article, the word “patent” or any
word or nuinber importing the same is pateated, for the purpose
of deceiving the public; or

Whocever marks upon, or affixcs to, or uses in advertising, in
connection with any article, the words “patent applied for,”
“patent pending,” or any word importing that an application for
patent has been made, when no application for patent has been
made, or il made, isnot pending, (or the purposc of deceiving the
public --

Shall be fined not more than $500 {or every such offense,

(b) Any persor may suc for the penalty, in which event one-
lalf shall go the person suing and the other 10 the use of the
United Statcs.

35 U.K.C. 293 Nonresident patentee; service and
notice,

Every patentee not residing in the United States may file in
the Patent and Trademark Office a writien designation stating
the name and address of a person residing within the United
States on whom may be served process or notice of proceedings
affecting the patent or rights thercunder. If the person desig-
nated cannot be found at the address given in the last designa-
tion, or il no person has been designated, the United States
District Court for the District of Cotlumbia shall have jurisdic-
tion and summons shall be served by publication or otherwise as
the court direcis. The caurt shali have the same jurisdiction to
take any action respecting the patent or rights thereunder that it
would have if the patentee were personally within the jurisdic-
tion of the court,

{Armended Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Siat, 1949,),

35 US.C. 294 Voluntary arbitration,

(@) A contract involving a patent or any right under a patent
may contain & provision requiring arbitration of any dispute
relating to patent validity or infringement arising under the
contrict. In the absence of such a provision, the partics to an
existing patent validity or infringement dispute may agree in
writing to settle such dispute by arbitration. Any such provision
or agreement shall be valid, irrevocable, and enforceable, ¢x-
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cept for any grounds that exist at law or in ¢quity for revocation
of a contract,

(b) Arbitration of such disputes, awards by arbitrators and
confirmation of awards shall be governed by title 9, United
States Code, to the extent such titie is not inconsistent with this
section. In any such arbitration proceeding, the defenses pro-
vided forunder scction 282 of this title shalt be considered by the
arbitrator if rised by any party to the proceeding,.

(¢) An award by an arbitrator snall be final and binding
between the parties to the arbitration but shall have no force or
effect on any other person. The partics 10 an arbitration may
agree that in the event a patent which is the subject matter of an
award is subsequently determined to be invalid or unenforce-
able in a judgment rendered by a court to competent jusisdiction
from which no appeat can or has been taken, such award may be
maxdificd by any court of competent jurisdiction upon applica-
tion by any party to the arbitration. Any such modification shall
govern the rights and obligations between such parties from the
date of such modification.

() Whenan award is made by an arbitrator, the patentee, his
assignee or licensee shall give notice thereof in writing to the
Commiissioner, There shall be a separate notice prepared for
cach patent involved in such proceeding. Such notice shall set
forth the names and addresses ol ihe partics, the name of the
inveator, and the name of the patent owner, shatl designate the
number of the patent, and shall contain a copy of the award, If
an award is modificd by a court, the party requesting such
maodification shall give notice of such modification to the
Commissioner. The Commissioner shall, upon receipt of cither
notice, enter the same in the record of the prosccution of such
patent. If the required notice is not filed with the Comaissioner,
any party to the proceeding may provide such notice to the
Commissioner,

(c) The award shall be unenforceable until the notice re-
quired by subscction (d) is received by the Commissioner.,

Added Aug. 27, 1982, Public Law 97.247, sec. 17(b)(1), 96 Stai.
322))

35 U.5.C. 298 Presumpltion: Product made by patented
process
Inactions alleging infringement of a process patent based on
the importation, sale or use of a product which is made from a
process patented in the United States, if the court finds--
(1) that a substantial likelihood exists that the product
was made by the patented process, and
(2) that the plaintiff has made a reasonable effort to de-
termine the process actually used in the production of the
product and was unable so 10 determine,
the product shall be presumea o have been so made, and the
burden of establishing that the product was not made by the
process shall be on the party asserting that it was not so made.
(Added August 23, 1988, Public Law 100-418, sec.0003, effective
Feb. 23, 1989)
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CHAPTER 30 - PRIOR ART CITATIONS TO OFFICE

AND REEXAMINATION OF PATENTS

Sce.

301 Citation of prior art.

302 Request for reexamination,

303 Determination of issue by Commissioner,

304 Recxamination order by Commissioner.

305 Conduct of reexamination proceedings.

306 Appeal.

307 Certificate of patentability, unpatentability, and claim

cancellation.

35 U.S.C. 301 Citation of prior art,

Any person at any time may cite to the Office in writing prior
art consisting of paients or printed publications which that
person believes to have a bearing on the patentability of any
claim of a particular patent. If the person explains in writing the
pertinency and manner of applying such prior art to at least one
claim of the patent, the citation of such prior ari and the
cxplanation thercof will become a part of the official file of the
patent. At the writien request of the person citing the prior art,
his or her identity will be excluded from the patent file and kept
confidential.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 St 3015.)

35 U.8.C. 302 Request for reexamination,

Any person at any time may file 4 request for recxamination
by the Office of any claim of a patent on the basis of any prior
art cited under the provisions of scction 301 of this title, The
request must be in writing and must be accompanicd by payment
of a rcexamination fee cstablished by the Commissioner of
Patents pursuant to the provisions of section 41 of this title, The
request must set forth the pertinency and manner of applying
cited prior art 10 every claim for which reexamination is re-
aucsicd, Unless the requesting person is the owner of the patent,
the Commissioner promptly will serd a copy of the request to
the owner of record of the patent,

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015.)

35 U.S.C. 303 Determination of issue by
Commissioner,

(a) Within three months following the filing of a requesi for
reexamination under the provisions of section 302 of this title,
the Commissioner will delcrmine whether a substantial new
question of patentability affecting any claim of the patent
concerned is raised by the request, with or without consideration
of other patents or printed publications. On his own initiative,
and any time, the Commissioner may determine whether a
substantial new question of patentability is raised by patenis and
publications discovered by him or cited under the provisions of
section 301 of this title,

(b) A record of the Commissioner's determination under
subscetion (a) of this section will be placed in the official file of
the patent, and a copy promptly will be given or mailed 1o the
owner of record of the pateit and to the person requesting
reexamination, if any.
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(¢) A determination by the Commissioner pursuant (o sub-
section (a) of this section that no substantial new question of
patentability has been raised will be final and nonappealable.
Upon such a determination, the Commissioner may refund a
portion of the reexamination fec required under scction 302 of
this tite.

(Added Dec, 12, 1980, Public Law 96-517, sec. 1, 94 Stat, 3015.)

35 US.C. 304 Reexamination order by
Commissioner.

If, in a determination made under the provisions of subscc-
tion 303(a) of this title, the Commissioner finds that & substan-
tial new question of patentability affecting any claim of 4 patent
is raised, the determination will include an order for recxamina-
tion of the patent for resolution of the question. The patent
owner will be given a reasonable period, not less than two
months from the date a copy of the determination is given or
mailed to him, within which he may file a statement on such
question, including any amendment to his patent and new claim
or claims he may wish to propose, for consideration in the
reexamination. If the patent owner files such a statement, he
promptly will serve acopy of it on the person who has requested
reexamination under the provisions of section 302 of this title.
Within a period of two months from the date of service, that
person may (ile and have considered in the reexamination a
reply to any statement filed by the paient owner, That person
promptly will serve on the patent owner a copy of any reply
filed.

(Added Dec. 12, 1980, Public Law 96-517, scee. 1, 94 Stat. 3016.)

35 U.S.C. 305 Conduct of reexamination
proceedings.

After the times for filing the statement and reply provided
for by section 304 of this titic have expired, reexamination witl
be conducted according to the proceduies established for initial
examination under the provisions of scctions 132 and 133 of this
title. In any reexamination proceeding under this chapter, the
patent owner will be permitted to propose any amendment to his
patentand a new claim or claims thereto, in order to distinguish
the invention as claimed from the prior art cited under the
provisions of section 301 of this title, or inresponse toa decision
adverse to the patentability of a claim of a patent. No proposcd
amended or new claim enlarging the scope of a claim of the
patent will be permitied in a recxamination proceeding under
this chapier. All reexamination procecdings under this section,
including any appeal to the Board of Patent Appeals and
Interferences, will be conducted with special dispatch within the
Office.

(Added Dec. 12, 1980, Public Law 96-517, gce. 1, 94 Stat. 3016;
amended Nov, 8, 1984, Public Law 98-622, sec, 204(c), 98 Stal, 3388.)

35U.8.C. 306 Appeal.

The patent owner involved in a reexamination procecding
under this chapter may appeal under the provisions of scction
134 of this title, and may seck court review under the provisions
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of seetions 141 10 145 of this tide, with respect Lo any decision
adverse to the patentabitity of any original or proposcd amendeed
or new claim of the patent,

(Added Dec, 12, 1980, Public Law 96-517, sec. 1, 94 Stat, 3016,)

IS US.C. 307 Certificate of patentability,
unpatentability, and ciaim cancellation,

() In a reexamination proceeding under this chapter, when
the time for appeal has expired or any appeal procecding has
terminated, the Commissioner will issue and publish a certifi-
cate canceling any claim of the patent finally determined to be
unpatentable, confirming any claim of the patent determined o
he patentable, and incorporating in the patent any proposcd
amended or new claim determined to be patentable.

(b) Any proposed amended or new claim determined o be
patentable ane incorporated into a patent following @ reexami-
nation proceeding will have the same effect as that specificd in
section 252 of (his title for reissued patents on the right of any
person whomade, purchased, or used anything patented by such
proposed amended or new claim, or who made substantial
preparation for the same, prior W issuance of a certificate under
the provisions of subsection {a) of this section,

(Added Dec, 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016.)
PART IV - PATENT COOPERATION TREATY

CHAPTER 35 - DEFINITIONS
See.
351 Definitions.

IS US.C. 381 Definitions,

When used in thig part unless the context otherwise indi-
Cates-—-

(a) The term “rreaty” means the Patent Cooperation Treaty
done at Washington, on June 19, 1970,

(b) The term “Regulations”, when capitalized, means the
Regulations under the treaty, done at Washington on the same
date as the treaty. The term “regulations”, when not capitalized,
means the regalations established by the Commissioner under
this title.

(¢) The term “international application” mceans an applica-
tion filed under the wreaty.,

(¢) The term “international application originating in the
United States™ means an international application filed in the

ratent and Trademark Office when it is acting as o Receiving
Officeunder the treaty, irrespective of whether ornot the United
Staies has been designated in that international application,

(¢) The term "international application designating the
United States” means an interational application specifying
the United States as a country in which a patent is sought,
regardless where such international application is filed,

() The term “Receiving Office” means a national patent
office or intergovernmental organization which receives and
processes international applications as prescribed by the treaty
and the Regulations,

Rav. 12, July 1989

(g) The werms “intenational Scarching Authority” and
“International Preliminary Examining Authority™ mean a na-
tional patent office or intergovernmental organization as ap-
pointed under the treaty which processes international applica-
tions as prescribed by the treaty and the Reguolations.

(h) The term “International Burcau™ means the international
intergovernmental organization which is recognized as the
coordinating body under the treaty and the Regulations.

(i) Terms and expressions not defined in this part are 1o be
taken in the sense indicated by the treaty and the Regulations.,

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stal. 685;
amended Nov, 6, 1986, Public Law 99-616, sec. 2 (a)(b)(c)(1)(2)(3),
effective July 1, 1987.)

CHAPTER 36 - INTERNATIONAL STAGT
Sec.
361 Receiving Office,
362 International Searching Awthority and International Preliminary
Examining Authority.
363 International application designating the United States: Effect,
364 International stage: Procedure.
365 Righuof priority; beneficof the filing date of @ prior application,
366 Withdrawn international application,
367 Actions of other authorities: Review,
368 Sccrecy of certain inventions; filing international applications in
foreign countries.

35 U.K.C. 361 Recelving Office.

() The Patent and Trademark Office shall act as a Receiv-
ing Office for international applications filed by nationals or
residents of the United States. In accordance with any agree-
ment made between the United States and another country, the
Patentand Trademark Office may also act as a Receiving Office
for international applications filed by residents or nationals of
such country who are entitled to file international applications,

(h) The Patent and Trademark Office shall perform all acts
connected with the discharge of duties required of o Receiving
Office, including the collection of international fees and their
transmittal to the International Bureau.

(¢) International applications fited in the Patent and Trade-
mark Office shall be in the English language.

() The international fee, and the transmittal and scarch fees
prescribed under section 376(a) of this part, shall either be paid
on filing of an international application or within such later time
as may be lixed by the Commissioner.

(Added Nov, 14, 1975, Public Law 94131, sec. 1, 89 Stut. 686;
amended Nov, 8, 1984, Public Law 98.622, sec. 401(a), 98 Stat, 3391 ;
Nov. 6, 1986, Public Law 99-616, sec. 2 (d), effective July 1, 1987.)

J5UL.C, 362 Internationnd Searching Authority and
International Prefuninary Examining Authority,
() The Patent and Treademark Office may act as an Interna-
tional Scarching Authority and International Preliminary Ex-
amining Authority with respect fo international applications in
accordance with the terms and conditions of an agreement
which may be concluded with the International Bureau, and
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may discharge all duties required ot such Authorities, including
the collection of handling fees and their transmittal 10 the
International Burcau.

(h) The handling fee, preliminary examination fee, and any
additional fees duc for international preliminiry examination
shall be paid within such time as may be fixed by the Commis-
sioner.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Suat, 686;
amended Nov, 6, 1986, Public Law 99-616, scc. 4, effective July 1,
1987.)

35 UK.C. 363 International application designating
the United States: Effect.

An international application designating the United States
shall have the effeet, from its international filing date under
article 11 of the treaty, of a national application for patent
regularly tiled in the Patent and Trademark Office except as
otherwise provided in section 102(¢) of this title.

(Added Nov, 14, 1975, Public Law 94-131, sec. 1, 89 Stat, 686.)

38 UL.8.C. 364 International stage: Procedure,

(a) Inicenational applications shall be processed by the

satentand Trademark Office whenacting asa Receiving Office,

Interpational Scarching Authority, or International Preliminary
ixamining Authority in accordance with the applicable provi-
sions of the treaty, the Regulations, and this tite.

(b) Anapplicant’s failure to act within prescribed time limits
in connection with requircments pertaining 10 a pending inter-
national application may be excused upon a showing satisfac-
tory 10 the Conunissioncr of unavoidable delay, to the exteni not
precluded by the treaty and the Regulations, and provided the
conditions imposcd by the treaty and the Regulations regarding
the cxcuse of such failure o act are complicd with,

(Subsection () amended Nov. 6, 1986, Public Law 99-616, sec. 5,
effective July 1, 1987.)

(Subsection (b) added Nov, 14, 1975, Public Law 94. 131, sec. 1,
B Stat. 686.)

35 U.5.C. 365 Right of priority; benelit of the filing
date of a prior applicstion.

(@) In accordance with the conditions and reguirements of
section 119 of this title, a national application shall be entitled
10 the right of priority based on a prior filed international
application which designated at least one country other than the
United States,

(1) Iwaccordance with the conditions and requirement of the
first parvagraph of section 119 of this title and the treaty and the
Regulations, an international application  designating  the
United States shatl be entitled to the right of priority based on a
prior foreign application, or & prior international application
designating at least one country other than the United States.

(¢) Inaccordance with the conditions and requirements of
section 1200f this tide, an international application designating
the United States shall be entitled to the benefitof the filing date
of aprior nationalapplication or a prior international application

l«' 35

designating the United States, and a national application shail be
entitled to the benelit of the filing date of a prior international
application designating the United States. 1f any claim for the
benefit of an carlier filing date is based on a prior intemational
application which designated but did not originate in the United
States, the Commissioner may require the filing in the Patent
and Trademark Office of a certificd copy of such application
together with a translation thereof into the English language, if
it was filed in another language.

* (Added Nov, 14, 1975, Public Law 94-131, sec. 1, 89 Stl. 686.)

35 U.S.C. 366 Withdrawa international application,

Subject to section 367 of this part, if an interational appli-
ation designating the United States is withdrawn or considered
wilhdrawn, cither gencrally or as o the United States, under the
conditions of the treaty and the Regulations, before the appli-
cant has complicd with the applicable requirements prescribed
by scection 371(c) of this part, the designation of the United
States shall have no effect after the date of withdrawal and shall
be considered as not having been made, unless a claim for
benefitof a prior filing date under scction 365(¢) of this scetion
was made in a national application, or an internatiorat applica-
tion designating the United States, filed before the date of such
withdrawal. However, such withdrawn international applica-
tion may scrve as the basis for a claim of priority under section
365 (a) and (b) of (his part, if it designated a country other than
the United States.

(Nov. 14, 1975, Public Law 94.131, sec. 1, 89 Stat, 687; Amended
Nov. 8, 1984, Public Law 98-622, sec. 401(b), 98 Stat, 3301}

35 UK.C, 367 Actions of other authorities: Review.

(a) Where a Receiving Office other than the Patent and
Trademark Office has refused to accord an international filing
date o an international application designating the United
States or where it has held such application o be withdrawn
cither generaily or as to the United States, the applicant may
request review of the matter by the Commissioner, on compli-
ance with the requirements of and within the time limits speci-
ficd by the treaty and the Regulations. Such review may result
in g determination that such application be considered as pend-
ing in the national stage.

(b) The review under subsection (a) of this section, subject
10 the same requirements and conditions, may also be requested
in thosc instances where an international application designat-
ing the United States is considered withdvawn due to a finding
by the International Burcau under article 12(3) of the treaty.

(Added Nov. 14, 1975, Public Law 94-131, see. 1, 89 Stal. 687.)

IS U, 8.C. 368 Secrecy of certain inventions; filing interna-
tional applications in foreign countries,

(@) International applications filed in the Patent and Trade-
mark Office shall be subject 1o the provisions of chapter 17 of
this title,

(b) In accordance with article 27(R) of the treaty, the filing
of an international application ina country other than the United
Rev. 12, July 1989
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States on the invention made in this country shall be considered
1o constitnte the filing of an application in & forcign country
within the meaning of chapter 17 of this title, whether or not the
United States is designated in that international application,

(¢) f aticense to file in o forcign country is refused or if an
international application is ordered to be kept secret and a permit
refused, the Patent and Trademark Office when acting as a
Receiving Office, International Searching Authority, or Inter-
national Preliminary Examining Authority, may not disclose
the contents of such application to anyone rot authorized 0
receive such disclosure,

(Added Nov, 14, 1975, Public Law 94-131, sec. 1, 89 Swa1. 687,
amendod Nov, 6, 1986, Public Law 99-616, sec. 6, effoctive July 1,
1987.)

CHAPTER 37 - NATIONAL STAGE
see.
371 Nutional stage: Commencemont,
372 Nutional stage: Roguirsments and procedure.
373 Improper Applicant.
374 Publication of international application; Effuet,
75 Pateny issued on international application: Effect,
Y16 Pees.

35 US.C. 371 National stage: Commencement,

() Receipt from the international Burcaw of copies of intor-
national applications with any amendments (o the ¢lgims, intor-
national search reports , and international preliminary examina-
tion reports including any annexes thereto may be required in
the case of international applications desigoating or electing the
United States,

by Subjecttosubsection (1Y of this section, the national stage
shalt commence with the expiration of the applicable time limit
under article 22 (1) or (2), or under article 39(1)(a) of the treaty.,

(¢y The applicant shall file in the Patent and Trademnek
Offiee

(1) the nationad fee prescribed under section 376(a )(4) of

this part;

(2) a copy of the international application, unless not
requited under subsection () of this section or atready commu.-
nicated by the International Bureau, and a translation into the
English language of the international application, if' it was fiied
in another language; '

(3 amendments, if any, to the claims in the international
application, made wader article 19 of the treaty, unless such
amendments have been communiicated to the Patent and Trade-
mark Office by the International Burean, and a teanslation into
the English Llmguoage if such amendments were made in anothier
langunge:

(4) an oath or declaration of the inventor (or other person
authorized under chapter i1 of this title) complying with the
requirements of section TS of this titde and with regulations
prescribed for onths or declarations of applicants;

(5) a translation into the English language of any annexces o
the international preliminary examination report, if such an-
neses were made in another language.

Rev. 12, July 1984

(d) The requirement with respect to the national fee referred
(o in subsection {(¢)(1), the translation referred to in subscection
(©)(2), and the onth or declaration referred to in subscetion (€)(4)
of this section shall be complied with by the date of the
commencement of the national stage or by such later time as
may be fixed by the Commissioner, The copy of the interna-
tonal application referred 10 in subsection (€)(2) shall he
submitted by the date of the commencement of the national
stage. Failure to comply with these requirements shall be
regarded as abandonment of the application by the parties
thereof, unless it be shown to the satistaction of the Commis-
sioner that such failure to comply was unavoidable. The pay-
mont of a surcharge may be required as a condition of accepting
the national fco referved o in subscetion (€)(1) or the onth or
declarntion referved to in subsection (¢)(4) of this sectionif theso
requircments ard not met by the date of the commencement of
the national stage. The roquirements of subscetion (€)(3) of this
section shall be complied with by the date of the commencement
of the nutional stage, and failure to do so shall be regarded as a
cancellationof the amendments to the claims in the international
applicationmade under article 19 of the troaty. The requirement
of subsection (¢)(5) shall be complicd with at such time as may
be fixed by the Commissioner and failure to do so shall be
regarded as cancellation of the amendments made under article
34(2)(b) of the tremy.

() After an international application has entered the na-
tiona: stage, no patent may be granted or refused thercon before
the oxpiration of the applicable time limit under articie 28 or
articlo 41 of the treaty, except with the express consent of the
applicant, The applicant may present amendments to the speci-
fication, claims, and drawings of the application after tho
national stage has commenced,

() Atthe express requoest of the applicant, the national stage
of processing may be commenced at any time at which the
application is in order for such purpose and the applicable
requircinents of subsection (¢y of this section have been com-
plicd with,

(Subsection (1) amonded Nov, 6, 1986, Public Law99.616, sec.
7))

(Subsection (b) amonded Nov. 6, 1986, Public Law 99.616, see.
T(h).)

(Subsoction (¢) amonded Nov, 6, 1986, Public Law 99.616, sce.
7(1).)

(Subsaection (d) amended Nov. 6, 1986, Public Law 94616, sec.
7(0).)

(Subsection (¢) amonded Nov, 6, 1986, Public Law 99.616, soc.
7))

(Subsection (D) acdad Nov, 14, 1978, Public Law 93131, soe, 1, 8O
Stat, 688; amonded Nov, 8, 1984, Public Law 98-622, soe. 402(1y), 08
S, 3391.)

38 U.S.C. 372 National stage: Requirements and
procedure,

(@)AN quoestions of substance and, within the scope of the
requirements ol the treaty and Regulations, procedure in an
international application designating the United States shall be
determined as in the case of national applications regularly filed
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in the Patent and Trademark Otfice,
(b) In case of international applications designating but not
originating in, the United States - -

(1) the Conmissioner may ¢unse to be reexamined ques-
tions relating o torm and contents of the application in accor-
dance with the requirements of the treaty and the Regulations;

(2) the Commissioner may cause the quostion of unity of
invention 1o be reoxamined undersection 121 of'this title, within
the scope of the requirements of the treaty and the Regulations;
arl

(3) the Commissioner may require a verification of the
translation of the international application or any othar docu-
ment perfaining 10 the application if the application or other
documont was fited in o language other than English,

(Added Nov, 14, 1975, Public Law 94131, see, 1 89 Stat, 689;
amondad Nov, 8, 1984, Public Law QR-622, soc, 402(¢), 9K Stat, 3392)

38 US.C. 373 Tmproper Applicant,

An international application designating the United Mmos
shall not be aceepied by the Patent and Tradomek OQftice for tho
nationad stage i it was filod by anyone not gualiticd undor
chapter T of this titla to be an applicant for the purpose of filing
a national application in the United States, Such intermational
applications shall not serve as the basis for the benofit of an
carlior filing date under section 120 of this titly in a subsequently
filed application, bat may seeve s the basis for a claim ¢ the
right of priority ender seetion 1LY of this title, if the United
Statox was not the sole conntry designated in such international
application,

(Added Nov. t4, 1975, Public Luw 94 13, soe, | BY Stat, 689)

A5 UK.C, 374 Publication of international
application; Effect.
‘The publication under the treity of ns intermational applica-
tion shall confer no rights and shali have no effeet under this title
other than that of a printed publication,

(Added Nov, 14, 1975, Public Law 9413, sec. 1, 89 Stat, 689,)

IS ULS.CL 78 Putent issued on internutional
application: Kifect
(@) A patent may be issucd by the Commissioner based onan
intesnationat application designating the United States, in oe-
cordance with the provisions of this title. Subjeet o section

102(¢) of this tide, such patent shall have the foree and effect of

a patent issued on g national application riled under the provi-
sions of chapter 11 of this title,

(0 Where due to an incorrect translation the scope of o
patent granted on an international application designating the
Unitedd States, which was not originally filed in the Boglish
language, excecds the scope of the international application in
its original langaage, 1 court of competent jurisdiction may
refrogetively limit the scope of the patent, by dectaring it
uneatoreeabdle (o the extent that it exceeds the scope of the
intecnntional application in its original langaage,

L. 37

(Added Nov, 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689.)

J5USL.C. 376 Fees,

(0) The required payment of the internationd fee and the
handling fee, which amounts are specitied in the Regulations,
shall be paid in United States curreney. ‘The Patent and Trade-
mark Office may also charge the tollowing lees:

(D) A transmittal fee (seo section 361(d));

() A search fee (see section 361(d)):

(3) A supplemental search fee (1o be paid when required);

() A national fee (soe section 371(¢));

(5) A preliminary examination fee and any additional fees
(see section J62(bY).

(6) Such other fees as astablished by the Commissioner,

(b} The amounts of fees specilied in subsection (a) of this
section, excopt tho international fee and the handling fee, shall
be prescribed by the Commissioner, He may refund any sum
paid by mistake or in excess of the tees so specified, or il
required uinder the treaty and the Regulations, The Commis-
sioner may afso refurid any partof the search fee, the preliminary
sxanitnagon fee and any additional fees, where he determines
such rofund to he waeranted,

(Added Nov, 14, 1975, Public Law Y4131, see. 1, 89 S, 690,
amendad Nov, 8, 1984, Public Law 98622, soc, 402(g), 98 Sun. 3392,
Nov, 6, 1986, Public Law 99616, sec. R(n) & (b))
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LAWS NOT INTITLE 35, UNITED STATES CODE

18 US.C, 1001 Statements or entrles peneratly.

Whouver, inany matter within the jurisdiction of any depart-
ment or agency of the United States knowingly and willfully
falsifies, conceals, or covers up by any trick, scheme, or device
a material fact, or makes any false, fictitious or frandulent
statements or representations, or makes or uses any false writing
ordocument knowing the same to contain any {alse, fictitious or
(raudulont statement or entry, shall bo fined not more than
$10,000 or imprisoned not more than tive years, or both.

18 ULS.C 2071 Concealment, vremoval, or mutilation
generally.

() Whoever willfully and unlawfully conceals, removes,
mutilutes, obliterates, or dostroys, or attempts 1 do so, or, with
intent 1o do so takes and carries away any record, proceeding,
map, book, paper, documaent, o othee thing, filed or deposited
with any clerk or officer of any court of the United States, or in
any public office, or with any judicial or public officer of the
United States, shaltbe fined notmore than $2,000 or imprisoned
not more than throe years, or both,

(b) Whoever, having the custody of any such record, pro-
ceeding, map, book, document, paper, or other thing, willfully
and unlawlubly conceals, romoves, mutilates, obliterates, fal-
sifies, or destroys the same, shall be fined not moro than $2,000
or imprisoned not more than three years, or both; and shall
torfoit his office and be disqualified from holding any office
under the United States,
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Independent or dependent, validity w282

Invalid, effect of o 883

Invalid, suits on patent With .o, 288

Notice 6f 1eeCtoN i e o e 132
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PATENT LAWS

(Claim of patent:)
Too cxtensive or narrow, remedy ... .
What 10 COVET v 112
ClasSification of PAENLS w9
Clerk of United States Court may stunmon witness in
INLErference Cuses v iminanonnnnmnnasens 24
Must notify Commissioner of patent SUits v 290
Commerce, Department of, Patent and Trademurk Office in ... 1
Commerce, Secrotary of:
APPOINUNENLS DY i sanssns e 3
Commissioner under direction of v 6
May vest fUNCHONS i misiemsissss 3
To approve rules.....
Commissioner:
Annual report 10 CONEIESS .o 14
How appointed ...
May dishar GUOMEYS .o .
May establisiv charges ..o.viininnmnonnen 41
Muy make rules for tuking affidavits and depositions ... 23
Membier of BOUrd .o 1
Reexamination order v mmninaiemmiomnms e 304
Shall cause examination to be made .. 131
To establish reguistions ..o ver s O
To furnish court with grounds of du.nmn. on uppull . 143
To have charge of Property ...vnniioniacinmne. 6
To preseribe rules and regulations governing recoghnition
of attorneys and RRENS .evvviiiminnieninnoen 31
To sign patents or have name printed thereon und
To superintend grint of PRICNLS e 0
Vacancy in office oo
Commonly owned invention and reference subject matter ......... 103
Compensgation, Right to becanse of secrecy order .o, 183
Composgition of matwer:
PRentitble oo HH
Specimens of ingredients may be required oo 114
Concealment of £eCords ..ocovinnnvnneninnnn 1 USCL 2071
Confidentinl statug of application ... 122, 205
Continuing appCBIoN ccunirmmmmnnmminmnossonne 120
Contributory iniTingement ..o 271
Copies of records, fees .
Correction of inventors in patemt ......ove, . y
Correction of Jetters patent ......v e, coreeneenn 254, 255

3

l-c-Ioltlll'luel-;.lvv-lnllulnutnl--lln.;uu.l4l

)]

Damages for infringement .oonniomen oo 284
Day of taking any action or paying any fee falling on

Saturday, Sunday, or holiday .o 21
Death or incapacity of inventor ..., vornen HET
Pecistons in patent cases, printing of ..o
Decluration in lien of onth .o 29
Dedication 0f lIm i 299
Defective execntion of documents, effect of e 26
Defenses in action for infringement ..., 282
DELIIHONS v oo oo LK), 381
Deposit with United States Postal Service nninonnimniinn 21
Depositions, Cormmissioner nay establish rules for ...,
Depity COMBUSSIONCT v s

Member of BOUd oo 1

PATENT LAWS INDEX

Description of MVERlON ... 112
Design paients:
Double recovery, not alowed ... 289
For what granted ..o 171
Liability for infringement of ........... .289
Penalty for unauthorized use of patented design .......... 289
Prior foreign applications s, 172
Right of priority ...... w172
Subject 1o same pro /1sions as other patents ....eeenn 171
Unauthorized use of winiivunanmonosmeno: 289
Designated office v, ..363, 366, 367,371, 372
Disbarment of attormeys and BEENLS ..o 32
Disclaimer:
How filed and by whon .. rerennenre 233
Must be filed before commencement of suit to recover
Nature of ...
District Court for District of Columbin:
JUHSUICHON oo o 146
Review of disbarment of attorneys and agents ... 32
Division of appliestion ......... v 121
Division of patent On reiSSUC ..o 291
Drawing: —
Attached to patent ...
Keeping of oveernenn, .
Part of patent v vinnenanno s 1 34
Printing of .o e 1
WHEN NCCEESATY wovvvvinenreiiminssiinnnecsnsesmamsassns 113
Duties of Commissioner..

T T LTI P TT YT R IR IITTIYR IR

e

reane

lluw uppmnlcd 3
Restrictions on as to interest in patents .o 4

English language .....
Entry into nadonal phuse in United States ...
Efror in naming invenlors ... s enseansssmnmsees l 16
Establishment of date of invention by refercnce to
knowledge or use in foreign country .. 104
Establishment, Patent and Trademark Office .o |
Examination:
Applicants shall be notified of rejection on ... 132
To be inade of application and alleged invention ......... 131
Examiner-in-Chief:
How appointed .., e
PRy rate o 3
7
7

sessenaciornacane

o

QUALITICAUONS oo e

TCMPOTHLY ovirvistriimmssni e e
Exchange of Patent and Trademark Office Publications

for other publealions ..o 1
Exchange of printed copics of patents with foreign countries ...... 12
Exceutors, adminisirators or guardians ... 117
o 135
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PATENT LAWS INDEX

F
Falsely making or labeling articles as patented v 292
Federal agency, defined ..o, 200
Fedoral Assistance, inventions made with;
Confidontiality ....ccocvvvisiisniinms s, 205
Definitions
Disposition of rights v, T, 202
Domestic and foreign protection of federally owned
INVENLIONS i b 207
Ecucational awards ..o, 212
March-in Fights ....eecnmiminnme s 203
Policy and objective of ..o 200
Precedence of chapter over other ACE ..o 210
Preforence for United States industry ....onoumnin 204
Regulations governing federal Heonsing ... 208
Relationship to antitrust [aws «.uieinuiioimie 211
Restrictions on licensing of federally owned
INVENHONE v s s 209
Uniform clauses and regulations ... oo 206
Fues:
Amount of ..ocenee crosemmnans e s sha s
For attomey awarded by court ...,
For records, publications and services not specified
115 SIBIULE wnsrrinnsisiirmenn s s s s ensrns 41
How paid and refunded ... beresmmss s 42
Independent inventor, 50% reduction ..., 41(h)
Intermnational ......... Cet e s s 361,376
Non-profit organization, 50% reduction o, 41(h)
Payable to Commissioner ....... prrersreeeranenns servesnireseninenns 42(n)
Small business, S09 reduction ............ e 41(h)
Smull entity, 50% reduction ... 41(h)
To witnoss interference Cases ..o st arene 24
Fiting application by otlicr than inventor w..ewsmemiiion 18
Filing dato requitements .o wienommismmsiino s i
Filing fee; Aount of .. A1)l
Foreign spplications:
License (o {ilo required v 184
Penalty for filing without iCEnse cvwrcoevnineranns 185, 186
Foreign counirics, exchange of printed copies of patents
Willl oo 12
Foreign country, knowledge of use in, not used to
establish date of INVENLION .. 102, 104
Foreign patentee:
SULEHCHON covviririviinnniimerninssnsinrmre i 293
Service v PP 293

Foreign patents:
Copies of, exchanged for United States patents .....oove 12

Prior, effect on United States application for piuent ..., 102
Foreign priority .o s 119,365,373
Froaudulent stALEments ..o, | § UWS.CL 1001
Funding agreement, defined ..o vorneern 200
G
Government inferests in patents ... SRR PN 267
1
Holiday, time for action eXpiring on ... ouumionoono, 21
Rev. 12, fuly 1989
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i
Importation of products made by a patented process o 295
Improvements, patents may be granted for ... 101
Indexes of patents und patentees, Printing of v 11
Infringement, patent:
Action O .. 281
AUOTTEY (L0811 285
By United States, time limitation in suit for ... 286
Clerk of court to notify Patent and Trademark Office
Of BUILuiiinmsnsns s s
Contributorv
Demages for
Defenses in UILIOT v s 282
Defined ...ocoviinninnin s
Design patent
INJURCHION i s
Notice of, necessury 1o recovery of damoges ..o 287
Pleading dofense and special matters 1o be proved in
BUIL s nensii s s sssnasnins Vs 282
Suit for, when ¢ claim in invalid ... 248
Temporary presence in United SWtes oo 272
Time limitation
Injunctions may be granted by court having jurisdiction ..., 283
Insane persons, patent applicalions of ..., 117

Interference, patent:
Agrecmionts, between parties, relaling to termination,

to be filed in Patent and Trademark Office ...coviere 135
Appeal to court ... .
ADIFILON .o N
Determination of priority «..ow Ve 102, 135
Partics to be notified of ..innnnncn 135
Review of decision by civil 8Ction ... oveiiere 145, 146
Rules for teking testimony ....vnn Ve 23
Interfering patent:
How set a8ide wuniinman Vs e e 291
Jurisdiction, pluralily of parties, foreign party ...... 146, 291
Relief agGINSLaumimimisninmmesenr s 291
Internationsl Bureou ..., 351, 361, 362, 371
International Preliminary Examining Authority ......... 362, 364, 368
Internationsl application ... ininonmasiennne. 351, 365,
366, 367, 375
National phase in United Stes .o m
Priority fights i 365
FECB it s 376
International Searching Authority ..., 351, 362, 364, 368
International studies gnd program funds ... 6
Intervening rights On FEiSB06 s 252
Invalid patent claim disclaimor ..ninauanommoonm. 288
Invalidity of term eXIEnsion i, e e 282

Invention date as affected by activity abroad

Invention, defined ..o,

Invention made abroad .........,

Inventions patentable i,

Invostions previously patonted abroad ...

INVentive step s e v wonneen 103

Inventor:
Correction of PAIEAL wu i e 256
Dieath or incapacity oo e 117
May obtain patent....o e, e
Outh for Joinl v, TR e 116
Refuses 10 8igN e PO v 118

L- 40




PATENT LAWS

(Inventor:)

To muke application ..o 111
Inventor's certificate #s reference ..o 102
Inventor's certificate priority right ... 119
IS5uE Of PAUERL i

If not paid within three months, patent withheld .......... 151
NODPAYMENL wovvvvrrinsrnnicninsmrsesnsinsmssisenn 41, 151
Payment of ... 131

Joint inventors ........
JOINU OWNELS 1ovvivivnninrinmnernrssmrser s nmessrissssessinsresnsions 202
Jurisdiction of District Court for District of Columbia ..o 32

srvsae sesssaren

K

Knowledge or use in foreign country no bar o patent ... 102

L

Legal representative of dead or incapacitated inventor ... 117
Librarics, public, copies of patents for ..o 13, 41
Library .........
License for foreign filing .o 184
Limitation on diamages ..o, 286

M

Muchines patentable ..o 160
MAINLERINCE fECS oorvvnrenrvirmmicrniecrnnimnnensnsmesmsnesnsnsne & 1(0)

Late payment .......... vrnrnnnseennes 4 1{€)
Manufoctures patertable v nimnmnmnnnnaeons 101
Marking articles falsely as patented ., 292
Marking articles patented .ovnniininonicnnonnnong. - 287
Misjoinder of IVENLOT v 116, 202, 256
Mistake in patent, certificate thereof issued......... 254, 255
Model, shall be furnished if required ..o.vninnommeema 114
Money:

Paid by mistake or in excess, refunded ......ovevnnecniinn 42
Received for fees, ele., to be paid into Treasury ... 42
Multiple dependent Claim. oo 112

-
L4 4]
FOC cnvciricrinresesirerisesisinnnes I I I T T T LI TR YT T R YA TR IYPYPPISOIPT .

MUutilation of reCords .. v 18 U.8S.C. 2071
[\

National stage of international epplication .............. 371,372, 373
New suatier inndmissible in reissne oo 251
New muatter, may not be introduced by amendment ..., 132
Nonjoinder of INVERIOL i 200
MOBODVIOUSTICSS wivininmnimcnmnmmna oo 103
Nonprofit organization, defined .o 200
Nonregident patentee ..o 293
Notice as regards patents;
As to proof in infringement SUIS ..o, 282
OFf allowance of patent v 151
OF appenl 1o the Court of Appeals for the Federal
CICUIE v s, 142, 143
OFIDIEFFErEnte v 138

PATENT LAWS INDEX

(Notice as regards patents:)
Of patent suit, decision to be given Patent and
Trademark Office by clerk of court i 290
Of rejection of an applicalion ... 132
Of suite to be entered on file of patent ... -\
To the public by Federal agency v, 209
To the public that invention is patented ......ienveinenn. 287
NOVEIY 1o anriissnisn. TP 102

O

Oath in patent application ..o 115, 152
Before whom taken in foreign countries .
Before whom taken in the United States........oviinnne, 115
Declaration in liew 0f ... 25
JOINUINVENLOTS (o
Must be made by inventor, if living .....cocennerecnaenann 115
Reguirements of ... 115
To be made by legal representative if inventor is
dead or incapacitated i 117
ODBVIOUSIESS cvvvviririiicsrnsincniinssmcomasmessmoos 103
Officer of Patent and Trademark Office may attest patents....... 153
Officers and employees:
Of Patent and Trademark Office .....oonnienee.
Of Patent and Trademark Office, restrictions on as to
INLErests in PALCNIS ..v e 4
Official Gazette:
Exchange for publiclions .......cieerevrsnnnenrie e 1
Printing and distribution of ..o 11
Owners, JOIM . nn s, 202
Ownership assignment v, 201

P

Paris Convenlion ... ssanmssmsessseessseoenne b 19
Putent Cooperation Treaty:
Definitions i, 331
PAtent fEes wvivvicrinmvmmesrninimsimimens i & |
Disposition of v neann 42
Patent laws, printing of ... 11
Patent and Trademark Office:
In Department of COMMEICE ..o minimasmnicsssessenenns |
PRNUNE vovrenrenrensiece e tnneraens seecnsenes
Rules, suthority for ...

Patent pending, false marking a8, e, 292
Patent term SXICNSION Locvuvveimeriicniinmensreneonmsee essesses 199
Patent term extension applicalion ... 156
Patentability, conditions for ......vcvciinenncnnma s 102, 103
Patentable INVENLONS ..o 101
Putented article, marked a8 SUCH oo 287
Patentee:

Pefined oo nneoseninanesssioseeisse 100

Notified of INCIIEIENCE i 133

Patents:
ApPPLICation fOr i 111
Assignment of oo,
Based on international application ... 375
Certified copies of .o 10
Classification of i
Contents and duration of ..o,
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PATENT LAWS INDEX

(Patents:)
Copies supplied 1o public libraries vviaimimnimnand 13, 41
Copying claim of v 139
Date, duration and form ..o, 1 54
Design (See Design Patents)

Effect of adverse interference decision ... 135
Exchange of printed copies with foreign countrics....... 12
Fee on issuing ..o P e 41

Filing application in l’orcign counlry s 184
For what granted ...ococoinniennnnne O, 101
Foreign knowlcdgc or use no bur to g,mnl of et 102
How issued, auested, and recorded ..o, 153
Muay be granted (0 8SSIBNGE ..o vvvnsscivinionnn, 152
May be withheld in certiain Cases v, veeerrnnens 181
Obtainable by civil action ... -

Personal property ... O )
Presumption of vty cou e RO 1.9,
Price of copies ... Crererirenenen e et - 3 I 1))
Printing of ..oocrviniiiininens veersernrs e G o 11
Reissuing of, when defective . 251

Rights of invention made with (deml assistance 200 - 212
Restrictions on officers and employees of Patent

and Trademark Gffice as to interest in oo 4
Surrender of, to tuke effect 0n reissue .o 251
T 1) JTOO wveesenentiereae .. 154, 155, 155A, 156
Term CXIENSION creeervreervernrvvesmrervssiressissnserssmerees 155, 156
TErm FESIOTBUON ververrsrrsrensircrioresmsressovessaseoarsssensssrores 1 3O,

Time of issue, payment of issue {ec .. srerneerennnne 181
To be authenticated by seal of Patent and Trademark
Office vvnvverrvrens teettareernreresiresanres corseses e creriresrens 2

When to issue ..o vonernns 151
Withheld for nonpayment ul' jssue fee v 151
Patent rights in inventions made with federal usunsluncc..... 200212
Confidentiality oo, 203
DIefinttions .o 201
Disposition of rights ...... vrerenne 202
Domestic and foreign protection of federally owned
INVERLONS wovereeriirennies verrrsrees e e staee vt e 207
Educational awards ovvvveviinninnns vorernnnen 212
March-in rights ..oeneee. ..203

L R T R T Y TP YT T P PRI TR PP YY)

Policy and objective of ... s voennnn 200

Precedence of chapter over other Acts e TN 210

Preference for United States industry .vcnniecinnnen, 204

Regulations governing federal Heensing ..o 208

Relationship 10 antitrust Laws .., 211

Restrictions on licensing of ederally owned

INVENUHONS wevvvirissirermimirsnmmiierisioomesins ——{

Uniform clouses and regnlations ... 206
Payment Lo international intergovernmental org,umluumm TN
Period for response........ veerisrrnnnene vrerne veresrens orirrsesseeser 21,133
Photolithography: Headings ()I' drawings printed ... aell
Plant putents:

CHm v e i e 162, 164

I)w.ription vorseenarssriiesenmanmsenssssssans 1 08 103

Nmm, nl nghl viens

Plants patentable oo, .

Secretary of Agriculture 1o furnish information and
detnil employees .o 104
Pleading and proof in action for infringement oo, 282
Postal Service deposit e wiinamnonme, PP ) |
Practical application, defined ......... PR s e 200
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Presumption of product mide by patented process...... +295

Presumption of validity of putents ...oovvne e vorveseiseennnns 2B
Printed publication bar to & PRENT .o HI2
Printing:
Decisions in patent Coses .o, 11
Of papers filed ..o,

Patent and Trademark Office .
Printing headings of drawings by Patent and Trademark

Office o, TR § |
Prior Art, Citation of ... s sr e 30
Prior patenting or publ ication har to PaEnt «..nenoeneien 102
Priority, foreign .uuummmmmmmmmmnansmonsnese 119, 365
Priority of invention ... wresennnnnnessnsnns 102
Priority of invention, dclemnmd by Bourd ol l’mcnt
Appeals and Interferences ... . 135
Priority, right of, under treaty or law i . 119
For design applications ..o 172
Process defined ..ovinsinnenionmn, ST 100
Process Patent Amendment Act of 1988 ... PN 287
Process patentible .. e, w101
Product made by patent process .o T 295
Property of Patent and dec.murk Office ........ e 1,0
Public use or Mll(. .................... 102

Of invention bar 10 8 pRenL.uimnonrnonnonns 102
Publication of international application effect oo, 374
Publications regarding patents and trademarks ..., TR 11

R

Receiving Office .ovveririnicvioinniennnnn 351, 361, 304, 367, 368
Recorsding of a88IgNMENLS .ovinmiinm o, 261
Records of Patent and Trademark Office:
Keeping of v
Reexamination procedure
Appenl v coneenne 300
Certificate of patentsbility, unpatentability, and
claim cancellnlion ....vvvooiimnomnnoes 307
Concluct of reexamination proceetdings v i 308
Determination of issuc by Commissioner .......aueenn, 303
Determination of new question ..., PP | X |
REQUESt coviveiiriniiise s J02
Special dispatch............... e e o 305
Reexamination order by Commissioner ....... - o 304
Request for reexamination proceeding ..o [P | 23
Re-examination to be made after first rejection, if (lcmrul W 132
References, to be cited on examination ..., oo 132
Refund of money paicd by mistuke or in CXCEES v ST )
Reissue of prlents:
APPHCBLION fEe i 4 1{0)4
Application may be made by ussigneo in certain coses 251
By reason of defective clnims o w251
Effect of i e 292
For unexpired term of original patent ... 251
Intervening rights ....... e 252
Of defective PRICHLS e 2591
To contain NO NEW MAUCT Lo 281
Rejection, applicunt shall be notified of reasons for .. 132
Remedy for infringement of palent o ZHI
Removal of records .o . 8 U.b.(’.?. 2()71
Report 10 Congress, Annual ., PRI |
Restoration of prlent ..o misanoss | 354

I L L T

Cergretarstes it
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Restrictions on officers and employees of Patent and

Trademark Office us to interest in patents v, 4

Revival if delay unavoidable ..., 133
Right of foreign priority ........ S O RS 363
Right to compensation because of seerecy ordor v, 183
Rules for taking testimony, Commissioner to establish ... 23
Rules of practice:

ANHOLILY [OF 1o 6

Printing of oo, 11

S

Suturday, time {of (CHON CXPIXING 0T v 21
Seal of Patent and Trademark OfiCe .vinonnonomnne, 2
Secrecy of applicnlions v 122
Secreey of certain inventions 181 10 188
Secrecy of imernational applications . cvsenrsnnnnnnr 368
SECTCCY OTULT v i s s s 181
Snrall business firmy, defined oo, 200
Specificution(s):

CONENIS OF 1o 112

IT defective, reissuc 10 COIFedt v, e 251

Keeping of covennimnaain,

Part of putent e .o

Printing of ovovoremiinnninninnnn

Uncertified copies, price of
Specimens, may be required o
Statutory invention registration ...,
SUbPOCTIS 10 WHNEBIEE vonrcntinmn s
Suit sgainast the United SR oo,
Suit in equity (See Civil Action)
Sunday, time for nction expiring on
Surcharge for later filing of fee or onth.nii,

vI|

CCTIIN CRICIBION orervcarersormsmrssivrcesiaisssiseoressmsrsnmenssterssreesmsssessss 156
Term of patent:
DISBIBN v
Disclaimer of
EXiension .. e,
POFIOU 1ovreririrverrrrirmrresmnieimsnnisiis s anesssmsersnsesssssrsesissrssssss
BEBLOTALION Looovrvrrivmnrcroreiivsmiennnisamrmevnmesresese ssesessersaes

1.4‘ 43

PATENT LAWS INDEX

Testimony, rules for LKING ..o, 23
Time:
Expiring on Saturday, Sunday or holiday .....cvviininnes 21
For payment of i88U¢ €€ nianninnimimnnnon. 151
For taking action in Government C45€5 ....wvenvcnnivceenne 267
Within which action must be taken ......vovinincninnnne 133
Limitation on damages
Title of INVENUON vt
Trademark fEe8 ..o,
Tradomarks, Reference 10 .....uewveniicssininseniniins
Trademark Trial and Appeal Board pay rate .....oovvvsinsevinennrensnn, 3
Translation error in international application v 375
U
Unauthorized disClOBUT® vuuieimieimmmsrnisieimssnsion. 182
Unauthorized person may not lawfully assist persons in
transaction of business before the OFfice ..o 33
United States as degignated office .., 363
United States, defined ..o s 100
Unpatented article, penalty for deceptive marking ..o 202
Use in foreign countries, no bar to grant of patent....ee 102
v
Verified translation requirement ... Pt b 32
Voluntary Arbilration . v, 294
w
Withdrawal of international application ......cevcsnininnnnienmn 366
Withholding of patent. ........ e s nas 181
Witness:
Fuailing to attend or refusing o testify
Fecs of, interforence Coses ..., v 24
In interference summeoned by clerk of United States
COURL wvnrvrrmrariinnn IS,
When in contempt, punishment ...,

[ XK NN N N NN NNNNNNXNXNNXNENNXNNNNNNNNN]
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