ol eweduction, o 1202 Chamnels of Ex Parte Review
120 Admimiseative Supreme Court
1208 NoHiee of Agpent i i
ﬁ.ﬂ‘ m" A Writ of Certiorari Writ of Certiorari
1208 Wiled With oc After Appeel 28US.C. 2101 26 US.C. 1254
$208.01 Wew Reference, Wew Objection or New Ground of Re- T |
jection in Exeminer’s Answer
d . : Appaeat to Court of Appeals Appeal to Court of Appeals
et M m“ of Final Rejection for the Federsl Circuit Flor the Federal Circut
1216 Acticas Sul ¢ to Examiser’s A But Before Board" ABUYSC 141 28 U.8.C. 1281
Deciglon ] ey
121t Remand by the Board (o Consider Amendment Civil Action in District
1212 Remond by the Board to Consider Affidavits or Declarations Court for the District of
1213 Declvios by Boasd Columbia
121301 Recommendations of Board 35 U.S.C. 145 [*] 5 U.S.C. 704

§21302 Statement as to Rejection of an Allowed Claim
1214 Actions following Declsion by Board
121401 New Ground of Rejection

1214.02 Procedure afier Decision

121403 Rehessring and Recomsideration

121404 Esxaminer Reversed

1214.08 Cancellation of Withdeawn Clsims
i214.06 Ezsminer Sustained in Whole or in Part

30 days to fike appeal
§1.304

121407 Reopening of Prosecutioa
of

121501 Withdrawal of Appeal
121502 Cigims Standing Allowed
121503 Pastial Withdrawal

60 days to filo appeal
§ 1.304

§215.04 Dismissal of Appeal
121505 Case Before the Court
1216 Apgpesle to Courts

Decision on
recongideration

121601 To Court of Appeals for the Federal Circuit

121602 Civil Suits

1208 Infroduction
The Patent and Trademark Office in administering

30 days to request
recongideration
§1.197

the Patent Laws makes many decisions of a discre-
tionary nature which the applicant may feel deny him
or her the patent protection to which he or she is en-

Decision by Board
of Appeals

titled. The differences of opinion on such matters can

L.

be justly resolved only by prescribing and following
judicial procedures. Where the differences of opinion
concern the denial of patent claims because of prior

Oral hearing, §1.194. if
requesied and

Givil action in any Dis-
trict Court

art or material deficiencies in the disclosure set forth
in the application, the guestions thereby raised are
said to relate (o merits, and appesl procedure within

the Patent and Trademark Office and to the courts

1 Decmor; gy Commis-
Examiner's Anewer filed s"’"e{,gde,;?;':,".}: and
preferably within 30 days
§1.193 |2
I Patition 10 Commissioner

has long been provided by statute.

The line of demarcation between appealable matters
for the Board of Appeals and petitionable matters for
the Commissioner of Patents and Trademarks should

Brief and fee must be
filad within two monthg of
appeal or within p@nod

for responge to act
€1.192,350U.8.C. 41

of Patents and Trade-
marks, §1.181

be carefully observed. The Board will not ordinarily

1

hear a question which it believes should be decided
by the Commissioner, and the Commissioner will not
ordinarily entertsin a petition where the question pre-
sented is an appealable matter. However, since 37

Notice of appeal 0 Boaerd
of Appeals, fee must be
fited within period for
response 1o action,
§1.191

CFR L181(f) states that any petition not filed within

two months from the action complasined of may be
dismissed as untimely and since 37 CFR 1.144 states

that petitions from restriction requirements must be

Rejection

Requlrement objuction, or
alleged abuse of discretion

Primary Examiner's Finel Action

filed no later than appeal, petitionable matters will
rarely be present in a case by the time it is before the
Board for a decision. Note In re Hengehold, 169
USPQ 473 (CCPA 1971).
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8 USC. 7 provndes for a Board of Appeals as fol-
lows:

s s 7&aMoj‘Appmh Thee:mm-cmehhdl bepere
of competent legal dge ind scientific ability, who thell
Mmh&dndutbeclnuﬁﬁedmvﬂmmmm.

the deputy dingie

, the commissioners, and the ex-

incrt-in.chief shall constitule n Board of Appesls, which, o
written sppesl of the applicant, shall review sdverse decigions of
emniamwnppmﬁomfmmm.swhuppulmubehwd
by st lesst three members of the Board of Appeals, the members
hearing such sppeal to be designated by the Commissioner. The
Board of Appesls has sole power 1o grant rehearings.

Whenever the Commissioner considers it secessary to maintain
the work of the Board of Appeals current, he may designate any
mntemerofehepnmuymmmetgndeor!ugher,lmvmg
the requisite ability, to serve ss examiner-in-chief for periods not
exceeding six months each. An enaminer so designated shsll be
qualified to sct ss & member of the Board of Appeals. Not more
than one such primery examiner shall be a member of the Board of
Appesls heasing an appeal. The Secretary of Commerce is suthor-
lzedtoﬁxthepermum rate of bazic compensation of each desig-
nated ezeminer-in-chief in the Pstent and Trademark Office at not
in excess of the maximum scheduled rite provided for positions in
grade 16 of the General Schedule of the Clamificstion Act of 1949,
es amended. The per annum rate of basic compensation of eachi des-
ignated examiner-in-chief shall be adjusted, at the ‘clote of the
period for which he was designated to act as cxammcr-m-chxef 1]
the per annum rate of basic compensation which he would: lnve
been receiving at the clone of such period if such des:gnauon had
1ot been made.

If subsequent to the hearing, but prior to the deci-
sion, a Board member who heard ‘the case becomes
unable to participate in the decision for some reason,
the applicant will be given the choice of having a re-
hearing or of having a different Board member substi-
tuted for the one who is incapacitated.

. Should 8 mcmber die or otherwise become unavail-
able (for example, retirement) to reconsider a deci-
siom, it is the Board’s practice to have the remaining
two Board members reconsider the case. However, if
there is disagreement concerning the position of the
Board on reconsideration, a third member may be
designated as a substitute for the absent member.

1204 - Administrative Handling

Ex parte appeals to the Board of Appeals, and all
papers relating thereto, are forwarded to the examin-
ing group for docketing. All appeal papers, such as
the notice of appeal, appeal brief and request for ex-
tension of time to file the brief are processed by the
appropriate examining group.

The clerk in charge of handling appeals in the ex-
amining group is solely responsible for completion of
all phases of appeal clerical procedure. All communi-
cations from the Board and all signed Office commu-
nications relating to appeals from the primary examin-

ers should be given to the group appeals clerk.

To insure that all records are current, memorandum
form PTO-262 is attached to the file wrapper when it
is remanded by the Board of Appeals. It is important
that this memorandum be promptly completed and
forwarded by the group if the application is allowed,
the prosecution is reopened, a continuation applica-
tion is filed or if the appeal is discontinued for any
other reason.

700 of the Manusl of Clerical Procedure.

If the brief is not filed within the time designated
by 37 CFR 1.192, the clerk will notify the applicant
that the appeal stands dismissed.

“SPECIAL" CASE

Subject alone to diligent prosecution by the appli-
cant, and application for patent that once has been
made special and advanced out of turn by the Com-
missioner or an Assistant Commissioner for examina-
tion will continue to be special throughout its entire
course of prosecution in the Patent and Trademark
Office, including appeal, if any, to the Board of Ap-

_ peals.

A petition to make a case special afier the appeal
has been forwarded to the Board of Appeals may be
addressed to the Board. However, no such petition
will be granted uniess the brief has been filed and ap-
plicant has made the same type of showing required
by the Commissioner under 37 CFR 1.102. Therefore,
diligent prosecution is essential to a favorab!e decls:on
on a petition to make special.

1205 Notice of Appeal

35 US.C 134 Appeal to the Board of Appeols. An spplicant for a
patent, any of whose claims has been twice rejected, may appeal
from the decision of the primary examiner to the Board of Appeals,
having once paid the fee for such appeal.

Extract from 35 US.C. 41, Patent fees (a) The Commissioner
shsll charge the following fees: 6. On appeal from the examiner to
the Board of Appeals, $115; in addition, on filing & brief in suppost
of the appeal, $115, and on requesting an oral hcanng before the
Board of Appeals, $100.

37 CFR 1.17 Patent application processing fees.

¢ ® % © ®

(e) For filing a notice of appeal from the examiner to the
Board of Appeals:

By a small entity (§ 1.9() $57.50
By other than a small entity 11500
(f} In addition to the fee for filing a notice of appeal, for .
filing & brief in support of an appeal:
By a small entity (§ 1.9(0) $7.50
By other thian 2 small entity 115.00
(g) For filing a request for an oral hearing before the
Board of Appeals:
By & small entity (§ 1.9() 50.00
By other than a small entity 100.00
L] L] ) ) [

37 CFR 1.191. Appeal to Board of appeals. (a) Every applicant for
a patent or for reissue of a patent, or every owner of & patent under
reexamination, any of the claims of which have been twice reject.
ed, or who has been given a final rejection (§ 1.113), may, upon the
payment of the fee set forth in § 1.17(e), appeal from the decision of
the examiner to the Board of Appeals within the time allowed for
response.

(b) The appeal in an application must identify the rejected claim
or claims appesled, and must be signed by the applicant or duly au-
thorized sttorney or agent. An appesl in & reexamination proceed.
ing must identify the rejected claim or claims appealed, and must

-be signed by the patent owner or duly suthorized attormey or

agent.

(c) Bxcept as otherwise provided by § 1.206, an appeal when
taken must be taken from the rejection of all claims under rejection
which applicens or patent owner proposes to contest. Questions re-
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wmmaﬂmmmﬁ&emmmmybe
to be settled before an sppeal cam be considered. ;

Auapphcmtorpatentownernateexammm
proeeodmg diseatisfied with the primary examiner’s
decision in the second or final rejection of his or her
claims may sppeal to the Board of Appeals for review
of the examiner’s rejection by filing a notice of
appeal, signed by the applicant, patent owner or his
grhefamy,mdthereqw&feesetfonhin

1.1%(e).

The notice of appeal must be filed within the period
for response set in the last Office action, which is nor-
mally three months for applications. See §714.13.
Failure to place an application in condition for allow-
ance or to file an appeal after final rejection will
result in the application becoming abandoned, even if
one or more claims have been allowed except where
claims suggested for interferemce have been copied.
The Notice of Appeal and appropriaste fee may be
filed up to six months from the date of the final rejec-
tion, so long as an appropriate petition and fee for an
extension of time is filed either prior to or with the
Notice of Appeal. Faﬂuretoﬁlcanappcalmare-
examination proceeding will result in issuance of the
certificate under § 1.570,

Section 1.191 provides for appeal to the Board of
Appeals by the patent owner from any decision in a
reexamination proceeding adverse to patentability, in
accordance with 35 U.S.C. 306. See also § 2273.

The use of a separate letter containing the notice of
appeal is strongly recommended. The wording of the
letter could be as follows:

NoTICE OF APPEAL FROM THE PrisMaRy EXAMINER TO THE
BOARD OF APPEALS
In re application of:
Serizl or Patent No:
For:
Filed:
Group Art Unit:
g'_o Commissioner of Patents and Trademarks
i

Applicant or patent owner hereby appesls to the Board of Ap-
peals from the decision dated ............ of the Examiner finally reject-
ing claims ................

The item(s) checked below are appropriate:

1. O An extension of time to respond to the final rejection was

obtained on ........ fOF covrene months(s).

O Enclosed
O Not required (Fee paid in prior appeal.)
{J Charge to Deposit Account No. ...........cu....s
(One additional copy of this Notice is enclosed herewith.)

P Ty Ty ey L R PP Y Y PR TP PR TR TP P Y T ssane

(Signature (37 CFR 1.191(b))

(Cofmpoﬁdmce eddrem)
MaATTERS HANDLED CONCURRENTLY WITH APPEAL

37 CFR 1.206 permits partial appeal in cases where
there are both finally rejected claims copied from a
patent and other claims not ready for appeal. See
§§ 1210 and 1101.02(f).

Ex parte prosecution of an appeal under 37 CFR
1.19! may proceed concurrently with an interference

proceeding involving: the same  application - provided
the primary examiner who: forwards the sppesl certi-
ﬁes,mamemorandumtobeplwedmtheﬁie ‘that
the subject matter of the interference does not conflict
with the subject «mattzr of: the appeal clmnu. See 37
CFR 1.202, §.1103.. ..

The Patent and Trademark Office dw not ac-

knowledge receipt of a Notice of Appeal by separatc
letter. However, if a self-addressed Post Card is in-
cluded with the Notice of Appeal, it will be date
stamped and mailed.

Form Paragraphs 12.01-12.07 may be used to indi-

cate defects in a Notice of Appeal.
12.01 Notice of appeal unacceptadle—fee unpaid

The Notice of Appeal filed on [1] is not accepiable because the
sppesl fee required under 35 U.S.C. 41(e}{(6) was not filed, or was
not umely filed. Applicant may obtain an extension of time under
37 CFR 1.136(a) .to file the Notice of Appesl a2nd the eppropriste
fee. The date on which the Notice of Appesl, the appesl fee, the
petition under 37 CFR 1.36(a), and the petition fez ere filed will be
the date of the response end also. the date for determining the
period of extension end the corresponding amount of the fee. In no
case may an spplicent respond later then the maximum six months
statutory period or obtain an extension for more then four months
beyondtbedneolrespmaemmanofﬁcem '

1202 Novice of appeal mmpmble—no 2nd rejection

The Notice of Apped filed on [1] is not acceptzble because there
has been no second or final rejecuon m this application, s required
under 37 CFR 1.191.

1203 Notice of appeal umcepmblé—nat timely fited

The Notice of Appeasl filed on [1] is not accepiable because it
wes filed after the expiration of the period set in the prior Office
sction, This application will become abandoned unlegs applicant ob-
teins an extension under 37 CFR 1.136(a). The date on which the
Notice of Appeal, the appesl fee, the petition under 37 CFR
1.136(z), and the petition fee are filed will be the daie of the re-
sponse and also the date for determining the period of extension
and the corresponding amount of the fee. In no case may an appli-
cant respond later than the meximum six months statutory period
or obtain an extension for more than four months beyoad the date
of response set in an Office action.

12.0¢ Notice of appeal unaccepiable—claims allowed

The Notice of Appes! filed [1] is not aceptable because a letter of
allowsbility was mailed by the Office on [2].

12.05 Notice of appeal defective—unsigned

The Notice of Appeal filed on [1] is defective because it is un-
signed. A Raiification, properly signed, is required.

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EX-
PIRATION OF THE PERIOD FOR RESPONSE SET IN THE
LAST OFFICE ACTION, WHICHEVER IS LONGER,
WITHIN WHICH TO MAKE THE NECESSARY CORREC-
TION TO AVOID DISMISSAL OF THE APPEAL. NO EX-
TENSION OF THE ONE MONTH TIME LIMIT MAY BE
GRANTED UNDER EITHER 37 CFR 1.136{(z) OR (b).

12.06 Notice of appeal defective—claims unidentified

The Notice of Appeal filed on [1] is defective because it fails to
identify the appealed claims(s) as required under 37 CFR 1.191(b).

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EX-
PIRATION OF THE RESPONSE PERIOD SET IN THE LAST
OFFICE ACTION, WHICHEVER IS LONGER, WITHIN
WHICH TO MAKE THE NECESSARY CORRECTION TO
AVOID DISMISSAL OF THE APPEAL. NO EXTENSION OF
THE ONE MONTH TIME LIMIT MAY BE GRANTED
UNDER EITHER 37 CFR 1.136 (2) OR (b).
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1206

1207 Nedice of Appeal defactivepther roasons .
NMdWMm[l]hmmm
APPLICANT 18 GIVEN A TIME LIMIT OF OMNE MONTH

LAST OFFICE ACTION, WHICHEVER I8 LONGER,
WITHIN WHICH TO MAKE THE NECBEZSARY CORREC.
TION TO AVOID DISMISEAL OF THE APPEAL. NO EX.
TENSION OF THE ONE MONTH TIME LUMIT MAY BE
GRANTED UNDER BITHER 37 CPR 1.136 (2) OR ().

1206 Appeal Brief

37 CFR 1.192. Appellant's brigf. () The appeiiant shall, within 2
months from the date of the notice of appead ender § 1.191 in &n
spplication, reissue application, or petent vader reensmination, or
within the time aliowed for response to the sction sppealed from, if
such time is later, file s brief in triplicate. The briel must be sccom-
panied by the requisite fee set forth in § 1.17%(f) and must set forth
the authoritics and scguments on which the appellant will rely to
maintsin bis sppeal. The brief must include & coacise explanation of
the invention whick should refer 1o the drawing by reference char-
aclers, and & copy of the claims involved. The time periods set
forth herein ure subject 1o the provisions of § 1.136.

() Oa fuilure 1o file the beief, sccompesied by the requinite fee,
withia the time allowed, the appeel shiell wend dismissed.

Where the brief is not filed, but within the period
allowed for filing the brief an amendment is presented
which places the case in condition for allowance, the
amendment may be entered since the application re-
taing its pending status during said period. Amend-
ments should not be included in the appeal briefs.
Amendments should be filed as separate papers. See
88 1207, 1215.01 and 1215.02.

The copy of the claims required in the brief should
be a clesn copy and should not include any brackets
or underlining as required by 37 CFR 1.121(b).

Section 1.192 provides two months from the date of
the WNotice of Appeal for the patent owner to file an
appeal brief in 8 reexaminsiion proceeding. In 8 reex-
aminstion proceeding, the time period can be ex-
tended only under the provisions of § 1.550(c). See
also § 2274,

TiMe ror FILING APPEAL BRIEF

The usual period of time in which appellant must
file his or her brief is two months from the date of
appeal. However, 37 CFR 1.192 alternatively permits
the brief to be filed “within the time allowed for re-
smmwﬂwmmmw&ﬁm,ﬁ'mhﬁmciﬁ
lates”. These time may be extended vnder 37
CFR 1.136(a), and if & 1. 136(&) has been exhausted,

365).

fn the event that the appellant finds that he or she
mumbﬂet@ﬁka&mfmﬁhmmemﬂimwdbyme
mﬁ% he or she my ﬁk & petition
examining group, requesti
§ 1.136(s). Additional tzme i emm of tmsr m@mﬁ@,
will not be gfmwd unless entraordinary circum-
s are involved v § 1.136(b). The time ex-

Wi & oppoted to mg |
have been due when m& st day is a Satusday,
Sundsy or Federal holiday
It sfter an ag :
date for sub

MANUAL OF PATENT EXAMINING PROCEDURE

appellant’s brief need not be filed until two moriths
after either the non-appealable decision of the Patent

Interference Exuminer or the expiration of the time
for appealing from the Patent Interference Examiner’s

ble decision, the decision of the Board of
Patent Interferences or from any subsequent decision
of a reviewing court. If a petition for reconsideration
is filed, there is 8 30 day appeal limit following the
decision on petition. In the event that a seasonable pe-
tition to the Commissioner is filed with respect to the
Patent Interference Examiner’s decision, a 30 day
period begins with the mailing of the decision on the
petition. See §§ 1109.01 and 1109.02.

Likewise, when an application is revived after aban-
donment for failure on the part of the appellant to
make appropriate action after final rejection, and the
petition to revive was accompanied by a Notice of
Appesl, appellant has two months, from the mailing
date of the Commissioner’s affirmative decision on the
petition, in which to file the appeal brief.

With the exception of the institution of an interfer-
ence or suggestion and timely copying of claims for
an interfcrence, the appeal ordinarily will be dismissed
if the brief is not filed within the period provided by
37 CFR 1.192(a) or within such additional time as
may be properly extended.

Attention is directed to the fact that a brief must be
filed to preserve appellant’s right to the appealed
claims, notwithstanding circumstances such as:

(1) the possibility or imminence of an interference
involving the subject spplication, but not resulting in
withdrawal of the final rejection prior to the brief’s
due date;

(2) the filing of a petition for supervisory action
under 37 CFR 1.181;

(3) the filing of an amendment, even if it is one
which the examiner previously has indicated may
place one or more claims in condition for allowance,
unless the examiner, in acting on the amendment, dis-
poses of all issues on appeal;

(4) the receipt of a letter from the examiner stating
that prosecution is suspended, without the examiner
either withdrawing the final rejection from which
appeal has been taken, instituting an interference with
the subject application or suggesting claims for an in-
terference.

Although failure to file the brief within the permis-
sible time will result in dismissal of the appeal, if any
claims stand alfowed, the application does not become
abandoned by the dismissal, but is returned to the ex-
aminer for action on the allowed claims. See
§ 1215.04. If there are no allowed claims, the case is
sbandoned as of the date the brief was due. In a reex-
amination proceeding failure to file the brief will
result in the issuance of the certificate under § 1.570.

If the time for ﬁlmg a brief has passed and the ap-
plication has consequently become abandoned, the ap-
plicant may petition (o mvwe the application, as in
mﬁwr cases @f onment, and to relnstate the

f Ppes mdmm@ed but the application is
petition would be to reinstate the




equivalent to

mmmw but a showing
‘to revive under 37 CFR 1.137 is re-

quired. 30&’!’21504 In either event, & proper brief
;nwbeﬁhdbefotethepetitionwnllbeeomideredon
8 merits.

Where the dismissal of the appeal is believed to be

& mintake resulting from inadvertence, filing a peti-
tion, pointing out the error, may be sufficient.

APPEAL BRIEF

A fee under § 1.17(f) is required when the brief is
filed for the fisst time in & particular application, 37
CFR 1.192 provides that the appellant shall file a brief
of the authorities and arguments on which he or she
will rely to maintain his or her appesl, including a
concise exphmuon of the invention which should
refer to the drawing by reference characters, and a
copy of the claims involved. 37 CFR 1.192(a) requires
the submission of three copies of the appeal brief.

For sake of convenience, the wpy of the clmms in-
volved should be double spaced.

The brief, as well as every other paper relatmg to
an sppeal, should indicate the number of the examin-
ing group to which the application or patent under re-
exmmmmgmdmdthesemlnumber When
the beief is received, it is forwarded to the group
where it is entered in the file, and referred to the ex-
aminer.

Appellants are reminded that their briefs in ap-
pealed cases must be responsive to every ground of
rejection stated by the examiner, including new
grounds stated in his or her answer.

Where an appellant fails to respond by way of brief
or reply brief to any ground of rejection, and it ap-
pears that the failure is inadvertent, appellant shall be
notified by the examiner that he or she is allowed one
month to correct the defect by filing a supplemental
brief. Where this procedure has not been followed,
the Board of Appeals should remand the application
to the examiner for compliance. When the record
clearly indicates intentional failure to respond by brief
to any ground of rejection, for example, by failure to
file a supplemental brief within the one-month period
sllowed for that purpose, the examiner should inform
the Board of Appeals of this fact in the answer and
merely specify the claims affected.

Where the failure to respond by brief appears to be
intentionsl, the Board of Appeals may dismiss the
appesl as to the clgims involved. Oral argument at a
hearing will not remedy such deficiency of a brief.

The mere filing of any paper whatever entitled as a
brief cannot necessarily be considered a compliance
with 37 CFR 1.192. The rule requires that the brief
must set forth the authorities and arguments relied
upon and to the extent that it fails to do so with re-
spect to sny ground of rejection, the appeal as to that
ground may be dismissed. It is essential that the
Board of Appesls should be provided with a brief
fully stating the position of the applicant with respect
to each issue involved in the appeal so that no search
of the record is required in order to determine that
position. The fact that appellant may consider a

afound to be clearly improper does not justify a fail-
mxk:opmntomwmenwddwmfmtht
be

A distinction must be made between the lack of any
argument and the presentation of arguments which
carry no conviction. In the former case dismiesal is in
order, while in the latter case a decision on the merits
is made, although it may well be merely an affirmance
based on the grounds relied on by the examiner.

Appeliant must traverse every ground of rejection

set forth in the final rejection. Oral argument at the
heanng will not remedy such a deficiency in the brief.
Ignoring or acquiescing in any rejection, even one
based upon formal matters which could be cured by
subsequent amendment, will invite a dismissal of the
appesl as to the claims affected. If this involves all of
the claims, the proceedings in the case are considered
terminated as of the date of the dismissal. According-
ly, any ‘application filed thereafier will niot be copend-
ing with the application on appeal. If in his or her
brief, appellant relies on some reference, he or she is
expected to provide the Board with at !em one eopy
of it.

Once the brief has been filed, apetntiontosuspend
proceedings may be considered on its merits, but will
be granted only in exccptlonal cases, such as where
the writing of the examirier’s answer would be fruit-
less or the proceedings would work a ha.rdshlp on the
appellant. .

For reply brief see § 120801,

- Form Paragraphs 12.08-12.17 may be used in letters
concerning the appeal brief.

12.08 Appeal dismissed—fee unpaid, no allowed clgims

The appeal vnder 37 CFR 1.191 is dismissed because the fee for
filing the Brief, as reqguired under 3§ U.S.C. 41(a}(6), wes not sub-
mitted or timely submitted and the period for obtaining an exien-
sion of time to file the brief under 37 CFR 1.136 hes expired.

As g result of this dismissal, the application is ABANDONED
since there ase no allowed claims.

1209 Appeal dismissed—fee unpaid, ollowed claims

The appeal under 37 CFR 1.191 is dismi because the fee for
filing the Brief, as required under 35 U.S.C. £i(g), was not submit-
ted or timely submitted and the period for obtmmng an extension of
time to file the brief under 37 CFR 1.136 has expared

As a result of this dismissal, the appllcauon is returned to the ex-
aminer for dlspostwn gince it contains allowed claims. Prosecution
on the merits remains CLOSED.

12.10 Extension to file brief—granted

The request for an extension of time under 37 CFR 1.136{b) for
filing the Appeal Brief under 37 CFR 1.192 filed on £1J has been
approved for £23.

1211  Extension to file brief-~denied

The request for an extension of time under 37 CFR 1.136(b) for
filing the Appeal Brief under 37 CFR 1.192 filed on 1] has been
disapproved because no sufficient cause for the extemsion has been
shown.

12.13 Brief defective~three coples lacking

The Appesl Brief filed on {13 is defective becouse the three
copies of the Brief requived under 37 CFR 1.192(s) have not been
submitted.

APPLICANT I8 GIVEN 4 TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EX-
PIRATION OF THE RESPONSE PERIOD SET I THE LAST
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1218 memdm
@;:adm')umwtﬂo‘:m 0.8 copy of the
sot boee
APPLKCANTBGIVENATIMBLIMITOFONBMONN
FROM ‘THE DATE OF THIS LETTER OR UNTIL THE EX-
PIRATION OF THE RESPONIE PERIOD SBT IN THE
PRIOER - ACTION, WHICHEVER IS LOMOER, WITHIN
WHICH TO SUPPLY THE COPY OF THE APPEALED
CLAIMS TO AVOID DISKMISSAL OF THE APPEAL. KO BX-
TENSION OF THE ONE MONTH TIME LIMIT MAY BE
GRANTED UMDER EITHER 37 CFR 1.136 (2) OR (b).

1215 ququfectin—-otlwrma:

The A ‘Brief filed on [1] is defective because £23.

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EX-
PIRATION OF THE RESPONSE PERIOD SET IN THE
PRIOR ACTION, WHICHEVER IS LONGER, WITHIN
WHICH TO SUPPLY THE INDICATED CORRECTION TO
AVOID DISMISSAL OF THE APPEAL. RO EXTENSION OF
THE ONE MONTH TIME LIMIT MAY BE GRANTED
UNDER BITHER 37 CFR 1.136 (s} OR (0).

Essmlner Note:

The second beschet should discuss the specific defect in the
Bﬂef mkufulmofuppeihmtougueo:dmcmamecﬂon or
othér omissions. _

12.16 Brief unaeceplable—fee unpaid
ﬂwAppedBmfﬁledon[l]nunmeleemmthefee
reqmred undes 37 CFR 1L.17(f) was not timely filed. This applica-
tion will become sbandoned unless applicant obtsins an extension of
time under 37 CFR 1.136(s) to ile the Appesal Brief. The dste on
which the Brief, the fee for filing the Brief, the petition under 37
CFR 1.136(a), and the petition fee arze filed will be the date of the
response and also the date for determining the period of extension
and the corresponding emount of the fee. I 80 case may &0 appli-
cant obtain an extengion under 37 CFR 1.136(g), for more thas four
mthsbeyandthetwomnlhpeﬁodoﬁgimﬂywﬁforﬁlinatke
12.17 Brlef unocceptable—not timely filed

The Appes! Brief filed on {1 is unacceptable because it was
fﬂedaﬁertheexpuumofﬂwrequnedpemdfmrmpomm
application will become abendoned unless applicant obtaine an ex-
tension of time uader 37 CFR 1.136(s). The date om which the
Brief, the fee for filing the Brief, the petition under 37 CFR
1.136(s), and the petition fee are filed will be the date of the re-
sponse and alss the date for determining the period of extension
and the corresponding amount of the fee. In no case may an appli-
cant respond later than the meximum ¢ix month statatory period or
obtain an entension for more than four mouths beyond the date of
response originally set for filing the Brief.

¢ Filed With or After Appeal

To expednte the resolution of cases under final re-
Jjection, an amendment filed at any time after final re-
jection but before an appeal brief is filed, may be en-
tered upon or after filing of an appeal provided the
total effect of the amendment is to (1) remove issues
from appesl, and/or (2) adopt examiner suggestions.
Of course, if the amendment necessitates a new
search, raises the issue of new matter, presents addi-
tional claims without cancelling a corresponding
number of finally rejected clasims, or otherwise intro-
duces new issues, it will not be entered. Examiners
must respond to all non-entered amendments after
final rejection, and indicate the status of each clsim of

m.‘«,\'z. OF PATENT, EXAMINING PROCEDURE

rmdorpropmnd.includincthemqf
en

. claims that would  be eatered on the filing of

appeal if filed in 8 separate paper. It should be noted
that en xmendmmt placing a case in condition for al-
lowance will be enterable by the examiner af any
stage prior to forwarding the smawer om appeal.
Except where an emendment merely cancels claime
snd/or adopts examiner suggestions, removes insues
from eppeal, or in some other way requires only &
cursory review by the examiner, compliance with the
requirement of a showing under 37 CFR 1.116(b) will
be expected of all amendments afier final rejection.

If after appeal has been taken, a paper is presented
which on its face clearly places the application in con-
dition for allowance, such paper should be entered
and a notice of allowability (PTOL~327) or an exam-
iner’s amendment promptly sent to applicant.

In accordance with the above, the brief must be di-
rected to the claims and to the record of the case as
they appeared at the time of the appeal, but it may, of
course, withdraw from consideration on appal any
claime or issues ag desired by applicant. =

A timely filed brief will be referred- totheexmner
for his consideration of its propriety as to the appeal
imues and for preparation of en examiner's answer if
the brief is proper and the application is not allow-
able. The examiner’s answer will normally be of the
shoriened type referring to and relying on the final
action; it may withdraw rejection of claims or any ob-
jection or requirement as desired by the examiner.
Note § 1201. No new ground of rejection or objection
should be incorporated in the examiner’s answer with-
out express approval in each case by the supervisory pri-
mary examiner. See § 1002.02(d)(3) and 1208.01. See
§ 714.13 for procedure on-handling amendments filed
after final action and before appeal.

1208 Ezaminer's Answer

37 CFR 1.193. Examiner's answer. (a) The primary examiner may,
within such nmeumaybedlrectedbytthomnmmr fornish 8
written statement in answer to the sppellant’s brief including such
esplanstion of the invention claimed and of the referemces and
grounds of rejection as may be necessary, supplyisg & copy to the
appeliant. If the primary examiner shall find that the sppesl is not
regular in form or does not relate to an appeslable action, he shall
g0 state and a petition from such decision may be teken to the
Commissioner as provided in § 1.181.

(®&) The eppellant may file a reply brief directed only to such
new poinis of argument as may be raised in the examines’s snswer,
within twenty days from the dste of such answer. However, if the
examines’s answer states a new ground of rejection appeliant may
file 2 reply thereto within two months from the date of such
answer; such reply may include sny amendment or material appro-
priate to the new ground.

(¢} Any decision pursuant (0 § 1.56(d) rejecting claims in en ap-
plicstion aiready under appesl of a refection based om other
grounds shall constitute & supplementsl examiner’s enswer introduc-
ing a new ground of rejection and removing the suspension of the
appeal introduced pursuant to § 1.56(e), in which case appellant
may file a reply thereto within two months from the date of the
supplemental examiner's answer. Such reply will be considered snd
responded (o a8 necessary. Appellent may file 8 reply brief divected
to eny such response within one month of the date of the response
or within such other time a8 msy be set in the response.
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Appeulul m iu which the btief hn hem ﬁ!ed
mey ‘be reviewéd by conference in the group, those
participating being (1) a primary examiner, (2) the ex-
aminer charged with preparation of the ezsminer’s
mwermd(?a)noth«exmmer.kmnsthecon
feree, having sufficient experience to be of assistance
in the consideration of the merits of the issues on

Ncm-examining time is allowed for all examiners
participating in an appeal conference. This includes
the examiner whose application or reexamination pro-
ceeding is being reviewed during the conference.

The group director has the discretion as to whether

or not appeal conferences are necessary in his group

and, if so, in which instances they are to be held.

If a conference is held, the primary exsminer re-
sponsible for signing the examiner’s amswer should
weigh the arguments of the other examiners but it is
his responsibility to make the final decision. During
the conference, consideration should be ngen to the
possibility of dromng cumulative art rejections’ and
eliminating technical rejectlons of doubtful value.

On the examiner’s answer, the third person {confer-
ee)shou]dplacehmorhermmalsbelwthoseofthe
examiner who prepared ' the " snswer, thus: ABC
(conf.). This does not mdtcate. necessarily, concur-
rence with the pout!on taken in the answer.

If the examiner charged with the respoasibility of
preparing the answer reaches the conclusion that the
appeal should not be forwarded and the primary ex-
aminer approves, no conference is held.

Before preparing the answer, the ezaminer should
make certain that all améndments approved for entry,
including those to the drawing, have in fact been
physically entered. The clerk of the board will return
to the group amy application in which approved
amendments have not been entered.

ANSWER

The examiner should furnish the appellant with a
written statement in answer to the appeliant’s brief
within 2 months after the filing of the brief.

The answer should contain a response to the allega-
tions or arguments in the brief and should call atten-
tion to any errors in appellant’s copy of the claims.
Grounds of rejection not argued in the examiner’s
answer are usually treated as having been dropped,
but may be considered by the Board if it desires to do
g0. The examiner should treat affidavits, declarations
or exhibits in accordance with 37 CFR 1.195, report-
ing his or her conclusions only on those admitted.
Any affidavits or declarations in the file swearing
bekind a patent should be clearly identified by the ex-
aminer as being considered under either § 1.131 or
§ 1.204. The distinction is important since the Board
of Appeals will usually consider holdings on § 1.131
affidavits or declarations but not on § 1.204 affidavits
or declarations.

If the brief fails to respond to any or all grounds of
rejection advanced by the examiner, he or she should
follow the indicated procedure for handling such

beiefs set fosth in § 1206. If the failure to respond ap-
pears intentional or is not corrected within the penod,
aliowed by the notice cslling the defect to appellant's

attention, the examiner should simply inform the
Board of Appeals of this fact in his or her answer and
specify the particular claims affected. Since such in-
tentional lack of response to eny ground of rejection
may result in dismissel of the appeal as to the claims
affected, the claims involved need not be treated fur-
ther by the examiner in his or her answer. A dismissal
of the appeal will result if all the cleime are involved
and the Board concurs in the examiner’s conclusion.

Because of the practice of the Patent and Trade-
mark Office in entering ameadments after final action
under justifiable circumstani:es for purposes of appeal,
many cases coming before the Board of Appeals for
consideration contain claims which are not the claims
treated in the examiner’s final rejection. They are
either entirely new claims or amended versions of the
finally rejected claims or both. The new claims or fi-
nally rejected clalms, as amended, frequently contain
limitations not in the claims treated in the final rejec-
tion and the arguments in the appellant's brief are di-
rected to the new claims. Under such circumstances
the mere reference in the examiner’s answer to the
final rejection for a statement of his or her position
would leave the Board, insofar as the new claims are
concerned, with an uncrystallized issue and without
the benefit of the examiner’s view, which complicates
the task of rendering a decision.

It also frequently happens that an examiner will
state his or her position in the answer in a manner
that represents a shift from the position stated in the
final rejection without indicating that the last stated
position supersedes the former. Such a situation con-
fuses the issue and likewise poses difficulties for the
Board since it is not clear exactly what the examiner’s
ultimate position is.

In view of the complete and thorough development
of the issues at the time of final rejection it is possible
to save time in preparing the examiner’s answer re-
quired by 37 CFR 1.193 by taking the following step:

A. Examiners may incorporate in the answer their
statement of the grounds of rejection merely by refer-
ence to the final rejection (or a single other action on
which it is based, § 706.07). Only those statements of
grounds of rejection as appear in single prior action
may be incorporated by refcrence. An cxaminer’s
answer should not refer, either directly or indirectly,
to more than one prior Office action. Statements of
grounds of rejection appearing in actions other than
the aforementioned single prior action should be
guoted in the answer. The page and paragraph of the
final action or other single prior action which it is de-
sired to incorporate by reference should be explicitly
identified. Of course, if the examiner feels that some
further explanation of the rejection is necessary he or
she should include it in the answer but ordinarily he
or she may avoid another recital of the issues and an-
other elaboration of the grounds of rejection. The
answer should also include any necessary rebuttal of
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argaménts presented'in the appeliant's bnefifthe ﬁnal
action does not adequately meet the arguments.

B. I the appellsnt (1) fails' to describe the inven-
tion, as réquired by 37 CFR 1.192, or(Z)fulstode-‘

mibethereference.themmmerunolongerre-
quired to provide these omissions. The examiner
should, however. include such deucnpﬂon and expla-
pation in the answer if he or she feels it necessary to
present properly and effectively his or her case to the
Board of Appeals

The examiner should reevaluate his or her position
in the light of the arguments presented in the brief,
and should expressly withdraw any rejections not ad-
hered' to, e'spe(:ially‘ if the rejection was mede in an
action which is incorporated by reference. This
should be done even though any rejection not repeat-

ed and discussed in the answer may be taken by the‘

Board as having been withdrawn.
The Board has authority to remand a case to the

examiner for a fuller description of the claimed inven-

tion and, in the case of a machine, a statement of its
mode’ of operation. In certain cases where the perti-
nence ‘of the references is not clear, the Board" may
call upon the examiner for a further explanation. In
the case of muliiple rejections of a cimulative nature,
the Board may also remand for selection of the pre-
ferred or best ground. The Board may also remand a
case to the examiner for further search where it feels
that the most pertinent art has not been cited.

All correspondence with the Board of Appeals,
whether by the examiner or the appellant must be on
the record. Wo unpublished decisions which are un-
available to the general public by reason of 35 U.S.C.
122 can be cited by the examiner or the appellant
except that either the examiner or the appellant has
the right to cite an unpublished decision in an applica-
tion having common ownership with the application
on appeal.

When files are forwarded, soft copies and prints of
references therein should not be disturbed.

If an examiner’s answer is believed to contain a
new interpretation or application of the existing
patent law, the examiner’s answer, application file and
an explanatory memorandum should be forwarded to
the group director for consideration, see § 1003, item
16. If approved by the group director, the examiner’s
answer should be forwarded to the Office of the As-
sistant Commissioner for Patents for final approval.

A form suitable for the examiner’s answer is as fol-
lows:

IN RE APPLICATION OF

Before the Board of Appeals

EXAMINER'S ANSWER

“This is an appeal from the final rejection of claims
........... Claims ............ are allowable.”

“A correct copy of the appealed claims appears on
page -— of the appelilant’s brief.” (If any claims are in-
correct, they should be correctly reproduced in the

MANUAL OF PATENT' BXAM’!N’ING mnuna o

answermcleancopy myunderlmmzor
brwketsureqnmdbyi&?ﬁﬁkllu(b))

Smemammymwdofmﬁmnotuzuedr
orrespoadedtobyuppellmuadtheparmuluchimo;

affected by such lack of response.
“The references of record relied on are:

1,736,481 Simith—6-20 :

1,894,324 Jodes—T7-23

“New References” See § 1208.01.

(The examiner’s answer must cite all references
relied on in the appeal and cannot refer to other
papers for this information. In citing non-patent refes-
ences, the current location of the reference should be
specified by class and subclass or, if not classnﬁed, the
particular location in the Office where a copy can be
found. In. addmon, the citation should’ spec:fy the pre-
cise page or pages of the reference relied on. Omit
listing of references not involved in the appeal.)

 “Statement of the grounds of rejection.”

Reference may be made to & ﬁnal rejecuon or
smgle prior action for a clear. ‘exposition of the rejec-
tion. Ifnotalloftheprmrejectwnsmsuchare-
ferred to prior action are maintained, they should be

specxﬁcallynotedasnotbungapphed Ifnecessary, 2

description and explanation of the alleged invention
and references may be made to present the examiner’s
case properly. If pertinent, a stastement should be in-
cluded that a new ground of rejection is contained in
the answer.

Response to the allegauons and a.rsuments in the
brief not already met by the final rejection.

If a new ground of rejection is raised, sce § 1208.01.

For case having patentability report, see § 705.01(s).

Request by the examiner to present arguments at
the oral hearing,

1208.01 New Reference, New Objection or New
Ground of Rejection im Examiner's Answer

At the time of preparing the answer to an appeal
brief, the examiner may decide that he or she should
cite a new reference, raise a new objection, or apply a
new ground of rejection (new reference, double pat-
enting, statutory bar or other reason for rejection)
against some or all of the appealed claims. All an-
swers citing new references or contzining new
grounds of rejection or objection must be routed over
the supervisory primary examiner’s desk for review
and approval. The supervisory primary examiner will
stamp “approved” and sign his or her approval. Note
§ 1002.02(g), item 3. If approval is given to the cita-
tion of new references, the answer will be mailed by
the group and will include copies of the new refer-
ences. Also, a PTO-892 must be completed for the
file for use by the printer in case of issuance as a
patent. The Board will return to the group director’s
office any answer containing (1) any newly cited ref-
erence (for purpose) or (2) a new ground of rejection,
where such answer does not bear an approved stamp.

In order to introduce & new ground of rejection it
is necessary either to reopen the ex parte prosecution
before the examiner or to include the new rejection in
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the examiner’s answer; depending on

depend on such factors as (1) the history of the pros-
ecution, (2) the number of claims affected, (3) the im-
portance of the new groumd of rejection, (4) the sig-
nificance of the new reference and (5} the matere of
the response to be expected. For example, if the refer-
ence is basic and materially better in meeting all of
the claims, reopening of the prosecutiion and making

the action final would ordinarily be approved if the

requirements for making an action final under
§ 706.07(a) are met. Should appellant desire later to
have the Board review the examiner’s mew final
action, the appellant must file a new Notice of Appeal
(without fee) and 3 new brief (without fee). On the
other hand, if the new reference anticipates some but
oot all of the claims or supplies a minor lack in art
already relied on, inclusion of the new grouad in the

examiner’s answer would normally be the approved.

procedure. Ofwurse,nftbenewgroundofre]echon

" applies to any claim mmdmg allowed the ptmecutnan

should be reopened.

- It is important tbat‘théqewgmund wnth regcrdto’

wmch the su examiner hes been.

primary
consulted. be clearly indicated . as such so that the.
Board of Appeals can readily: identify those cases:

where appellant is entitled to a period of two months
for reply. Any new reference should be cited under
the caption “New Reference(s).”

Likewise when a ground of rejection not mvolvmg
a new reference is raised for the first time in the
answer sfter consultation with the supervisory pri-

-mary examiner the fact that it is & new ground should

be clearly indicated, thus: THIS IS A NEW
GROUND OF REJECTION, or some equivalent
statement.

The examiner's answer which includes a new
ground of rejection should conclude with Form Para-
graph 12.18:

12.1& New ground of refection, examiner’s answer

in view of the mew ground of rejection applicant has TWO
MONTHS from the mailing date of this answer within which to
file a reply. Such reply may include any amendment or material ap-
propriate to the new ground. Prosecution otherwise remains closed.
Failure to réspond to the new ground of rejection will resilt in dis-
missal of the appeal of the clsims so rejected.

In the case of non-entry of any amendment filed in
response to a new ground of rejection, the examiner
should notify the appellant in writing to begin the two
month period for petition under 37 CFR 1.181.

REPLY BRIEF

Where a new ground of rejection is raised in the
examiner’s answer, the appelant, under 37 CFR
1.193(b) has two months within which he may file a
reply brief. This time period may be extended under
37 CFR 1.136(a), and 37 CFR 1.136(b) once 1.136(a)
has been exhausted. The appellant’s reply, insofar as
the new ground of rejection is concerned, may in-
clude any amendment or material appropriate to the
new ground. Consideration will be limited to amend-
ments and facts pertinent to the new ground rejection.

munechmdacﬁontobefolbwedwﬂl‘

~An smiendment Himited to'the new ground of rejec-

n is enfitled to entry: Ex parte Abseck et al,, 133
USPQ 411 (Supervisory Examiner, 1960).

- In the case of non-entry of a reply brief, the exam:
iner should notify the appellant in writing to begin the
two moath period for petition under 37 CFR 1.181.

Where mew points of argument have been raised in
the examiner’s answer, gppellant may file a reply brief
within tweanty days from the date of such answer. Ap-
pellants should clearly and specifically indicate in
their reply briefs the new points of argument “‘raised
in the examiner’s answer” to which said reply  briefs
are directed. 37 CFR 1.193(b) does not permit gewal
rebuttal. of each statement made in the examiner’s
answef. -

Appeﬂants are remmded that theu' briefs in ap-
pealed cases must be responslve to every ground of
rejection stated by the examiner, mcludmg new
grounds stated in his answer.

Where an appellant fails to respond by way of brief
or reply. brief to any ground of rejection, and it ap-
pears that the failure is inadvertent, appellant shail be
nouﬁedbytheemmmerthatheorshelsallowedcme'
month to correct the defect by filing a- supplementa!
brief. 'Where this procedure has not been’ followed,
the Board of Appeals should remand the application
to the ezaminer for compliance.” When the record
clearly indicates intentional failure to respond by brief
to any ground of rejection, for example, by failure to
file a supplemental brief within the one-month period
allowed for that purpose, the examiner should inform
the Board of Appeals of this fact in his or her answer
and merely specify the claim affected.

Where the failure to respond by brief appears to be
intentional, the Board of Appeals may dismiss the
appeal as to the claims involved. Oral argument at a
hearing will not remedy such deficiency of a brief.

In those situations where a reply brief is clearly un-
warranted (e.g, no new grounds of rejection or new
pomts of argument in the examiner’s answer), the ex-
aminer should refuse entry of the reply brief. See 37
CFR 1.193(b).

SUPPLEMENTAL EXAMINER’S ANSWER

Normally, when a reply brief has been filed by the
appeliant following an examiner’s answer, the case
should be forwarded to the Board of Appeals without
any need for the preparation of a supplemental
answer by the examiner. The examiner should simply
write “noted” on the reply brief along with his or her
initials and the date. This will indicate to the clerical
staff and the Board of Appeasls that the examiner has
seen the reply brief. However, where good reason to
respond is apparent, the examiner may issue a supple-
mental answer in response to the reply brief before
forwarding the case to the Board.

A supplemental examiner’s answer may not normal-
ly contain a new ground of rejection.

37 CFR 1.193. Examiner's answer
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Mmph(c)of}ll%pmvidutlm decision
rejecting claims purmmm!l.%(d)manappli«tm
ak«dyonappealfmmamjectimbuedonmher
grounds shsll constitute & supplemental examiner's
amswer introducing a new ground of rejection snd re-
moving the suspension of the appeal introduced pur-
suant to § 1.56(¢). Prior to entering any such supple-
mental exgminer’s answer under paragraph {(c), the
Office may require information from applicant pursu-
ant to paragraph (i) of § 1.56. Under paragraph (c) of
§ 1.193, the appellant may file a reply to the supple-
mental examiner’s answer. Paragraph (c) provides that

the appellant’s reply to the supplemental examiner’s

sngwes will be considered and responded to as neces-
sary with appellant being provided with an additional
moath, or such other time 28 may be set, within
which to reply to any such response from the Office.
After introduction of a supplementsl - examiner’s
amswer pursuant ¢o paragraph (c) and any replies and
respoase thereto, the application will be forwarded to
the Board of Appeals for consideration.
1208.02 Withdrawal of Finsl Rejection

The examiner may withdraw the final rejection at
any time prior to the mailing of the examiner's
answer. It is possible that after reading the brief, the

examiner may be convinced that some or all of the fi- -

nally rejected claims are allowable. Where the exam-
iner is of the opinion that some of the claims are al-
lowable, he or she should so specify in the examiner’s
answer and confine the arguments to’the remaining
rejected claims. If the examiner finds, upon reconsid-
eration, that all the rejected claims are allowable, or
where the appellant in the brief withdraws the appeal
as to some of the rejected claims and the examiner
finds the remaning claims to be allowable, ihe examin-
er should pass the case to issue. The Group Director
should apgrove and Board should be notified whenever
2 remanded is withdrawn from appesl under
any circumstance. See §§ 706.07(c) to 706.07(e).

In applications where an interference has resulted
from the applicant copying claims from the patent
which provided the basis for final rejection, the rejec-
tion based on that patent should be withdrawn and
the appeal dismissed as to the involved claims.

1209 QOral Hearing

37 CFR 1,194, Oval kearing. () An orel hearing should be re-
quested only in those circunutances in which the sppeliant consid-
ers such a fearing necessary or desirable for a proper presentation
of his sppeal, An appeal decided without an oral hearing will re-
ceive the same consideration by the Board of Appeals as appeals
decided after oral hearing.

(b} If appellant desires an oral hearing, appellant must file & writ-
ten request for such hearing accompanied by the fee set forth in

MANUAL OF PATENT EXAMINING PROCEDURE

!H"@%Aﬂm&
2 g vests en oral b

g The following proceduru are in effect under
1.194

(1 In accordance wnth § 1.192, appellants who
desire an oral hearing must request and pay the fee
for an orel heanng within one month after the date of
the  examiner’s answer. This penod can be extended
under 37 CFR 1.136(a). -

(2) If the primary examiner lntendn to present an
oral argument, the last: pmngnph of the examiner’s
answer will indicate this intention. -

{3 Notnceoftheoralhearmgwmbegwmtothe
appeliant and, ‘at the same time, to the primary exam-
mermthosecasesmwhnchtheptmryexammerhns
indicated an intention to present am oral argument.

(4) After an oral hearing hes been confirmed and
the date set as provided in § 1.194(c), the application
file will be delivered to the examiner via the appropri-
ate Group Director at least one week prior to the
date of the hearing for those cases in which the exam-
iner is expected to be present at the hearing. In those
cases where the Board requests the presentation of an
oral argument by, or on behslf of, the primary exam-
iner, the appellant will be so notified. The Board’s re-
quest for an oral argument msy, where appropriate,
indicate specific points or questions to which the ar-
gument should be particularly directed. The applica-
tion file will be returned to the Board before the hear-
ing.

(5) In those appeals in which an oral hearing has
been confirmed and either the primary examiner or
the Board has indicated a desire for oral argument,
such oral argument may be presested whether or not
appellant appears. If appellant desires to argue his or
her case before the Board, he or she must file a brief
and within one month of the examiner’s answer indi-
cate if he or she desires an oral hearing. If no request
has been made by appellant, the appeal will be as-
signed for consideration and decision. That is, the de-
cision will be rendered on the brief.

A notice of hearing, stating the date, the time and
the docket, is forwarded to the appellant in due
course. If appellant fails to confirm within the stated
time (14 days), the appeal is removed from the hear-
ing docket and assigned on brief in due course. No
refund of the fee for requesting an oral hearing will
be made. Similarly, after confirmation, if no appear-
ance is made at the scheduled hearing, the appeal is
decided on brief. Since failure to notify the Board of
waiver of hearing in advance of the assigned date re-
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sults in & waste of the Board's resources,: eppeé
mmfmmtheﬂwﬂofachmgcmphmuthe

possible opportunity

~If the time set im the motice conflicts with peior
commitments or if subsequent events malie appear-
lncehn ble, the he: ' may be rescheduled on
written request. However, postponements are discour-
agedandwdlnotbemmedmtheabaenceofoon
vincing reasons in support of the requested change.

If appellant has any special request, such as for a
panmular date or day of the week, this will be taken
into consideration in setting the cases, if made known
to the Board in advance, as long as such request does
not unduly delay a decision in the case.

The arguments at the hearing may be presented by
appellant’s attorney or agent if he or she is duly au-
thorized in accordance with 37 CFR 1.34(a).

- Currently, twenty minutes are allowed for appellant
to explain his or her position. If appellant believes
that additional time will be necessary, a. request for
such time should be made well in advance and will be
taken into. consideration in assigning the hearing dste.
The final decision on whether additional time is to be
granted -rests: within the - discretion ‘of the semior
member of the panel hearing the case. .

anaryexammetsarepammedtopresentonlar-
guments before  the - Board - of Appeals in appeals
where the appellant has been granted an oral hearing.
After the appellant has made his or her presentation,
the examiner will be allowed fifteen minutes to reply
as well as to present a statement which clearly sets
forth his.or her position with respect to the issues and
rejections of record. Appellant may utilize any allot-
ted time not used in the initial presentation for rebut-
tal.

Currently, up to two examiners are permifted to
attend any one hearing as cbservers, where the case is
related to the examiners’ field of technology.

Participation by examiners is considered to be desir-
able not only from the standpoint of improving the
overall presentation of the argument, particularly in
complex cases, but also for the educational and expe-
rience benefits to the examiners themselves.

In any appeal where oral argument is to be present-
ed by, or on behalf of, the primary examiner, the ap-
pellant will be given due notice of that fact.

The examiner’s request for an oral hearing should
appear in the last paragraph of the examiner’s answer.

The examiner should make a pencil notation “Ex-
aminer requests an Oral Hearing” on the face of the
file wrapper below the box for the examiner’s name
when an oral hearing is requested.

1210 Actions Subseguent to Examiner’s Answer
but Before Board’s Decision

JURISDICTION OF BOARD
The application file and jurisdiction of the applica-
tion are normally transferred from the examining
groups to the Board of Appeals at one of the follow-
ing times:
(1) After 2 months from the examiner’s answer, plus
mail room time, if 2 “new ground of rejection” has

beenmd«medmzheexmher’smwermdmuply
brief hus boen timely filed. ©

(2) After 20 days fmm the muumr’s answer, plus
mail room time, where no new ground of rejection
hubmmdwmdmtheexmuwr’smwerandm
reply brief has been timely filed. :

(3) After a supplemental examiner’s answer has
been mailed in reply to a timely reply brief.

(4) After the examiner has determined by initieling
and dating the reply brief, that he or she will not pre-
pare a supplemental examiner’s answer in response (0
a timely reply brief.

(5) After examination pursuant to § 1.56(e) where
the appeal has been suspended for examination for
compliance with § 1.56(d).

Any amendment, affidavit, or other paper relating
to the appeal, filed thereafter but prior to the decision
of the Board, may be considered by the examiner
only in the event the case is remanded by the Board
for that purpose. :

DMDED Jumsmcnon

Where appeal is ‘taken from the. final rejection of
one or more copied claims only, Junsdlctlon of the
rest of the ¢ase remains with the examiner, and pros-
ecution of the remaining claims may proceed as
though the entire case was under his jurisdiction.
Also, where the examiner certifies in writing that
there is no conflict of subject matter, an appeal to the
Board of Appeal may proceed concurrently with an
interference.

ABANDONMENT OF APPEAL

To avoid the rendering of decisions by the Board
of Appeals in applications which have already been
refiled as continuations, appellants should promptly
inform the clerk of the Board in writing as soon as
they have positively decided to refile or to abandon
an application containing an appeal awaiting a deci-
sion. Failure to exercise appropriate diligence in this
matter may result in the Board's refusing an otherwise
proper request to vacate its decision.

Except in those instances where a withdrawal of an
appeal would result in abandonment of the applica-
tion, an attorney not of record in an application may
file 2 paper under 37 CFR 1.34(a) withdrawing an
appeal. In such instances where no allowable claims
appear in the application, the withdrawal of an appeal
is in fact an express abandonment and does not
comply with 37 CFR 1.138.

1211 Remand by the Board To Consider Amend-
ment

There is no obligation resting on the Board to con-
sider new or amended claims submitted while it has
jurisdiction of the appeal. In re Sweet, 1943 C.D. 535,
58 USPQ 327, 30 CCPA 1124. A proposed amend-
ment, affidavit, declaration, or other paper may be re-
manded for such consideration as the examiner may
see fit to give. Such an amendment, unless filed under
§ 1.193(b), will be treated as an amendment filed after
appeal. See § 1207.
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mwmsmeﬁeﬂmm
t of the appeal, as, by canceling the appealed
chumother lumbemspmmtwhwhmpatent—
shle in the of the examiner, the amendment
chould be emtered and the clerk of the Board notified
in order that the case may be removed from the
Board’s docket.
1212 Remaend by the Board To Consider Affida-
vits er Declarations
37 CFR 1195, Affidavits or declarations after appeal Affidavits,
declarstions, or exhibits submitied after the case has been sppeanled
will mot be admitted without 2 showing of good and sufficient rea-
sons why they were not eatlier presented.

Affidavits or declarations filed with or after appeal

but before the mailing of the examiner's answer will
be considered for entry only if the appellant makes
the necessary showing under § 1.195 as to why they
were not earlier presented. Authority from the Board
is not necessary to consider such affidavits or declara-
tions. Affidavits or declarations filed after a final re-
jection and prior to a notice of appeal are handled as
provided in §§ 715.09 and 716.
" In the case of affidavits or declaratlons ﬁled after
the application has been forwarded to the Board of
Appeals, but before a decision thereon by the Board
of Appeals, the examiner is without authority to con-
uderthesamemtheabscnccofaremandbythe
Boerd. When a case is remanded to the examiner for
the consideration of such affidavits or declarations,
the examiner, after having given such consideration as
the facts in the case require, will return the case to
the Board of Appeals with his or her answer on
remand, & copy of which should be forwarded to the
appellant. If such an affivadit or declaration is not ac-
compenied by the showing required under § 1.195, the
examiner will not consider its merits. If the delay in
filing such affidavit or declaration is satisfactorily ex-
plained, the examiner will admit the same and consid-
er its merits. If this affidavit or declaration is accepted
as overcoming the reference, or references, used in
the final rejection, and a new reference having a filing
date prior to the date of invention established in the
record, or having a publication date more than one
year prior to the appellant’s filing date, is found, it
may be substituted for the ome overcome without
thereby reopening the case to further prosecution
before the examiner. Ex parte Bowyer, 1939 C.D. §,
42 USPQ 526.

It is not the custom of the Board to remand affida-
vits or declarations offered in connection with a re-
quest for reconsideration of its decision where no re-
jection has been made under § 1.196(b). Affidavits or
declarations submitted for this purpose, not remanded
to the examiner, are considered only as arguments. In
re Martin, 1946 C.D. 180, 69 USPQ 75, 33 CCPA
842.

For remand to the examiner to consider appellant’s
remarks relating to a §1.196(b) rejection see
§ 1214.01.

' 37cm 1.196 mbymmvwmm

After consideration of the record including appel-
lant’s brief and the examiner's answer, the Board
writes its decision, affirming the examiner in whole or
in part, or reversing the examiner’s decision, some-
tlmesalsoaemngforthanewgroundofrepcuon

On occasion the Board of Appegls hes refused to
consider an appeal until afier the conclusion of a
pending civil action or appeal to the C.A.F.C. involv-
ing issues identical with and/or similar to those pre-
sented in the later appeal. Such suspension of action,
postponing coasideration of the appesl vntil the Board
has the benefit of a court decision which may be de-
terminative ‘of the: igssues involved;: has been fecog-
nized as sound practice. An ‘appellant is not entitled,
after obtaining a finsl - decision : by - the : Patent and
Trademark Office on an issue in a case, to utilize the
prolonged pendency of a court proceeding as a means
for avoiding res judicata while relitigating the same,
or substantially the same issue in another application.

An applicant may request that the decision be with-
held -to permit the refiling of the application at any
nmepmrtothemaﬂmgofthedecmon Up to 30
days may be granted, although the time is usually lim-
ited as much as possible. The Board will be more
prone to entertain the application’s request where the
request is filed early, obviating the mecessity for an
oral hearing or even for the setting of the oral hearing
date. If the case has already been set for oral hearing,
the petidon should include a request to vacate the
hearing date, not to postpone it.

In a situation where a withdrawal of the appeal is
filed on the same day that the decision is mailed, a pe-
tition to vacate the decision will be denied.

Since review of the decisions of the Board is com-
mitted by statute to the courts, its decisions are prop-
erly reviewable on petition only to the extent of de-
termining whether they involve obvious error or
abuse of discretion. Reasonable rulings made by the
Board on matters resting in its discretion will not be
disturbed upon petition. Thus, for example, the
Board’s opinion as to whether it has employed a new
ground of rejection will not be set aside on petition
unless said opinion is found to be clearly unwarrant-
ed.

1213.01 Recommendations of Board
37 CFR 1.196, Decision by the Board of Appeals.

L4 @ ® L] L g

(c) Should the decision of the Board of Appesls include an ex-
plicit statement that a claim may be allowed in amended form, ap-
pellant shall have the right to amend in conformity with such state-

1200-12




fomeofmchrecommendum ExparteYonng. g
Cour. 24, 31.

Intheabaenceofanexpnurecommendmon. a
remark by the Board that & certain feature does not
appear in a claim is not to be taken as & recommenda-
tion that the claim be allowed if the featureusup-
plied by amendment. Ex parte Norlund 1913 C.D.
161, 192 0.G. 989, _

Appellant ‘right to amend in conformity with the
recommendation may only be exercised within the
period ‘allowed for seeking court review, ordinarily
nxtydaysfromthedateoftheBoardsdecwian.

1213.02 Smmentummjecﬁonofnw

37CI'IIIMMM:§JWMO}'M

(d)AkhouxhtheBourdoprpakmnﬂywnﬂwnﬁumdc-
mwamwwofrepcummwmepnmym.
should i have knowledge of uny gromsids for rejecting sny aliowed
claim’ that i believés should be considered, it may include in its do-
cision @ sistement to that effect sad remend the case to the primery
ezaminer for consideration thereof. Is such event, the Bossd shall
set a pesiod, not lees than one moath, within which the sppellant
may st to the primary exaoiner an appropriate amendment, of
8 showing of facts or seasoms, or both, in order o avoid the
grounde et forth in the statement of the Bourd of Appesls. If the
peimary examiner rejects the previously allowed claim or claimms on
the batis of such statement, the sppellant may appeal to the Board
of Appedis from the rejection. Whenever a decision of the Board of
Appeals includes a remand, that decigion shall not be considered as
& finsl decision in the case, but the Boerd of Appeals shall, spon
couclusion of the proceedings before the primsry examiner oam
remand, either adopt its decigion as final or render & new decizion
on all of the claims on eppeal, a8 it may deem sppropriste. -

37 CFR 1. 196(d) provides express authority for the
Board of Appeals to include, in its decision, a state-
ment of any grounds for rejecting any allowed claim
that it believes should be considered by the primary
examiner. Section 1.196(d) also provides that the
Board may remand the case to the examiner for such
consideration, and that the appellant shall have an op-
portunity to respond to the grounds et forth by the
Board prior to considerstion by the examiner. If the
previously allowed claims are rejected by the examin-
er, the rejection may be appealed to the Board.

The section further provides that a decision of the
Board which includes 8 remand will not be consid-
ered as s final decision in the case, but that the Board,
following conclusion of the proceedings before the
primary examiner, will either adopt its eaclier decision
as final or will render & new decision based on all ap-
pealed claims, as it considers appropriste. In either
case, final action by the Board will give rise to the al-
ternstives available to an appellant following a deci-
sion by the Board.

'“" conddmtion of nll the evidewe‘md urgmnem ,

mﬁwrmd.hﬁorhbrmwmnzfmconﬁngtothis
conclugion, thegrouudasetfoﬂhby
the Board in its statement.

Section 1.196(d) does not affect the Board’s authori-
tytoremandacmetothepnmaryeummerwnthout
rendering & decision in appropriste circumstances.
Section llMd)umtmmdwammtrucuonto
the Boerd to reexamine every allowed claim in every
appealed application. It is, rather, interided to. give the
Board express authority to act when it becomes ap-
parent, during the consideration of rejected claims,
thatoneormoreﬂlowedclmmmaybesubjecttore-
jection on either the same or on different grounds
from those applied against the rejectecl claims.

1214 Actions Follorwlng Decision’ by Board

Boardoprpuhdecmonsmybepnblmhed if re-
quested by the Board or group. In the event that the
apphcmon has become .abandoned, applwmt is noti-
fied prior to publication. 37 CFR 1. M(d) o

1214, 01 New Ground of Rejecﬂon

37CFRII9&DmmnsbymeerdofAM )Should
the Board of Appesls have knowledge of any youndsnotmvolved
in the appeal for rejecting any appesled claim, it may include in ihe
decigion & slstement to thet effect with its reasons for so holding,
whnchnmemtdnlleommmeamecmnoflheclnms.map-
peliant may submit an g te smendment of the cleims so re-
jected or e showing of facts, or both, and have the metter consid-
ered by the primary éxaminer. The statement shell be binding upon
the primary exiininer unless an smendnient or showing of facts not
previously of recoed be mede which, in the opinion of the prisnary
examiner, avoids the sdditionsl ground for rejection stated in the
decision. The sppellant may waive such recounsideration before the
primary examiner and have the case reconsidered by the Board of
Appeals upon the same record before them. Where request for such
reconsideration is made the Board of Appeals whell, if necessary,
render a new decision which shall include all grounds upon which
a patent is refused. ‘l'heuppe!lantmaywnvcrecamdeuuonbythe
Board of Appesls and treat the decision, i the sdded
grounds for rejection given by the Board of Appesls, s & final de-
cision in the case.

A. A request for reconsideration by the Board must
be filed within thirty days from the date of the deci-
sion, the period set by § 1.197(b). By proceeding in
this manner the appellant waives his or her right to
further prosecution before the examiner. In re Green-
field, 1930 C.D. 531, 5§ USPQ 474.

However, an appellant’s request for reconsideration
accompanied by an affidavit containing a showing of
facts to be added to the record does not afford recon-
sideration by the Board as a matter of right under
§ 1.196(b). The Board of Appesals has authority to
reménd the application to the examiner and the exam-
iner has authority to consider a new showing of facts
following a new rejection by the Board and withdraw
the Board’s rejection based on the appellant’s affidavit
and accompanying remarks. In such an instance, the
examiner also has authority to make any appropriate
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if be or she elects to. i before the examiner,
must take such action within the period for response
set in the Board’s decision, which msy not exceed six
months from the Boerd's decision. See In re applica-
tion filed July 13, 1950 at 693 O.G. 136, 1955 C.D. 3.
Ashorwaedpeﬁodformpomeofthxrtydaysordn
narily is set in the Board’s decision. A rejection under
37 CFR 1.196(b) in effect nullifies the final rejection
and reopens the prosecution of the subject matter of
the claims so rejected by the Board of Appeals.

The appellant may amend the claims involved, or
substitute new claims to avoid the art or reasons ad-
duced by the Board. Ex parte Burrowes, 190¢ C.D.
155, 110 0.G. 999. Such amended or new claims must
be directed to the same subject matter s the appealed
claims, Ex parte Comstock, 1923 C.D. 82, 317 0.G. 4.

Argument without amendment of the claims so re-
jectedmremltonlymaﬁmlrejecuonofthe
claims, sincé’ the examiner is without amhontyto
aﬂowtheclnmsunlmmendedorunlmtherejec-
tion is overcome by a showing of facts niot ‘before the
Board. The new. ground of rejection. raised by the
Board does not reopen the prosecution except as to
that subject matter to which the new réjection was
applied. , o

C. As a third option, appellant may treat such deci-
sion of the Board as final and file either a direct
appeal therefrom to the C.C.P.A., or a civil action
under 35 U.S.C. 145. In re Crowell, 1930 C.D. 360,
397 0.G. 3. Where the appellant makes use of the
third option, he or she waives his or her right to re-
consideration by the Board, or by the examiner, dis-
cussed above. In re Heinz, 1910 C.D. 292, 151 O.G.
1014.

1214.02 Procedure After Decision

37 CFR 1.197. Action following decivion. (8) After decision by the
Board of Appeals, the case shall be retursed to the primary examin-
er, subject to the appellant’s right of appeal or other review, for
such further action by the appellant or by the primary examiner, 85
the condition of the case may require, to carry into effect the deci-
gion.

After an appeal to the Board of Appeals has been
decided, a copy of the decision is mailed to the appel-
lant and the original placed in the file. The clerk of
the Board notes the decision on the file wrapper and
in the record of appeals, and then forwards the file to
the primary examiner through the office of the group
director immediately if the examiner is reversed, and
after 5 months if the examiner is affirmed or after a
decision on a request for reconsideration is rendered.

121403 Rehearing and Reconsideratio

37 CFR 1.197, Action following declsion. . . . (b) A single request
for rehesring or reconsideration, or modzﬁcum of the decision,
msy be made if filed within thirty days from the date of the origi-
nal decision, unless that decision is 5o modified s to become, in

MANUAL OF PATENT EXAMINING PROCEDURE

effect, 2 pew decision, snd the Bosrd of 90 siates. Such
ﬁmemybeexmdedmdqrthemwﬁond 1. 36. R

Allcop:esofreferencesmtheﬁ!ewmmrshould
be retained therein.

'For extension of time fo appeal to the Court of Ap-
peals for the Federal Circuit or commence a civil
action under 37 CFR § 1.304(s) see section 1002.02(n).

For requests for recomsideration by the examiner
see § 1214.04.

121404 FExsminer Reversed

A complete reversal of the examiner's rejection
brings the case up for immediate action by the exam-
iner.

The examiner should never regard such a reversal
as a challenge to make a new search to uncover other
and better references. This is particularly so where
the apphcatlon has meanwhile been transferred or as-
signed to an examiner other than the one who finally
rejected the claims. The second examiner should give
full faith and credit to his or her predeceuor s search,

- If the exammerhasnpecxﬁcknowledgeoftheemt-
ence of a particular reference or references which in-
dicate non-patentability of any of the appesled claims
as to which the examiner was reversed, he or she
should submit the matter to the group director for au-
thorization to reopen promuuon under 37 CFR 1.198
for the purpose of entering the new rejection. Note
§§ 1002.02(c), item 2, and 121407 The group direc-
tor’s approval is placed on the action reopening pros-
ecution.

The examiner may reguest reconsideration of the
Board decision. Such a request should normally be
mede within one month of the receipt of the Board
decigion in the group. The group director’s secretary
should therefore date stamp all Board decisions vpon
receipt in the group.

All requests by the examiner to the Board of Ap-
peals for reconsideration of a decision, must be ap-
proved by the group director and must also be for-
warded to the Office of the Deputy Assistant Com-
missioner for Patents for approval before mailing.

If approved, the Office of the Deputy Assistant
Commissioner for Patents will mail a copy of the re-
quest for reconsideration to the appellant and forward
the application file and the request to the Board of

Appeals.
121408 Cancellation of Withdrawn Claims

Where an appellant withdraws some of the ap-
pealed claims, and the Board reverses the examiner on
the remaining appealed claims the withdrawal is treat-
ed as an authorization to cancel the withdraw~
claims. It is not necessary to notify the appellant o
the cancellation of the withdrawn claims.

1214.06 Examiner Sustained in Whole or in Part

37 CFR § 1.197. Action following decision . . . (¢) Proceedings are
cmderodwmimwdbythedmdofmlppedonhchﬂuew
umdyﬁlemnppedtodwcounorumvnlm !lm)ewept
(1) where claims stand allowed in an application or (2) where the
nature of the decision requires further action by the esaminer. In
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part, it is improper to notify appellant of the status of
the case unless asked to do e0.:See Ex parte Buchen-
berg 1924 C.D. 85, 327 0.G. 216.

The time for seeking review of & decision of the
Bosrd of Appesls by the Court of Appesals for the
Federal Circuit or the District Court is the same for
both tribunals, that is, siunty days, or sixty days with
theextemmprowdedbyﬁlm‘mtheevtapen

gioner. See § 1214.03. When the time for seeking court
review (plus two weeks to allow for informstion as o
the filing of an appeal or civil action, if any, to reach
the examiner) bas passed without such review, being
sought, the examiner must take up the case for consid-
erstion. The situstions which can asise Will mvglve
oae or more of the following six circumstances: .
A.Noclazmstandallowd. The proceedings in the
‘are teminated as of the date of the expire-
tion of the time for filing court action. The applics-
tion is no longer considered as pending. It is to be
stamped abandoned and sent to abandoned files with-
out notifying applicant.

B. Claims stand allowed. The appellant is not re-
quired to file a response. The examiner takes the case
up and pesses it to issue on the claims which stand al-
lowed. A red ink line should be drawn through the
refused claims and the notion “Board Decision” writ-
ten in the margin in red ink.

If uncosrected matters of form which cannot be
bandled without written correspondence remsin in
the case, the examiner should take appropriate action
but prosecution is otherwise closed. A letter such as
set forth in Form Paragraph 12.20 is suggested:

§2.20 Period for seeking court veview has lopsed

The period for sceking court review of the decision by the Board
of Appesls rendered [1] hes expired and no further action hes
been taken by applicant. The proceediags as to the rejected cleims
are cousidered terminated; see 37 CFR 1.197(c).

The application will be passed 1o issue on aliowed clsim 27
provided the following formal matters are promptly corrected:
37 Prosecution is otherwise closed,

Uxaminer MNote:

In brackes 1, enter the date of the decision.

In beacket 2, identlfy the allowed claims,

(Set a thirty day Shortened Statutory period for re-
sponse.)

C. Claims require action. If The decision of the
Board is an affirmance in part and includes a reversal
of a rejection that brings certain claims up for action
on the merits, such as a decision reversing the rejec-
tion of generic claims in a case containing clasims to
nonelected species not previously acted upon, the ex-
aminer will take the case up for appropriate action on
the matters thus brought up, but the case is not con-

i

gid kﬁ,,g.mmwprmuﬁonwuwmh
matters.

D, Sccm I.l%{b) rejmm Wlm'c the Bonrd
mk«anewmewonuuduﬂcmuﬁ(b)mdno
action is takem with reference. thereto by appeliant
within six moaths, or suck shortened period.as may be
set in the Board'’s decision, the examiner should pro-
ceed in the mesner indicated for situations A, B, or C,
gepe!tzdingoawwc:hisnppmpﬁatetomecm.w

1214.01.

If the Board sustsins the examiner’s rejection, but
also enters a new ground of rejection under 37 CFR
1.196(b), the filing of a request for reconsideration on
the affirmed rejection will defer the end of the period
for appesl to the courts uatil 30 days after the deci-
sion on reconsideration, to allow time for the examin-
er to consider amy amendments and/or evidence of-
fered to traverse the new ground of rejection. -

E. Section 1.196(c) recommendation. Where the
Board makes a recommendation uwader 37 CFR
1.196(c) and no action is taken with reference thereto
by the appeliant within the time permitted for court
rcwew, ordinarily sixty days from the date of the de-
cision, theamm‘ahouldproceedmthemuerm-
dicated for situations A, B, or C, depending on which
is appropriate to the case. See § 1213.01.

F. Appeal dismissed. Where the appealhusbeenduo
missed for failure to argue a ground of rejection in-
volving all the appealed claims see § 1215.04. '

The practice under situations A, B, and C is similar
to the practice after & decision of the coust outlined in
§ 1216.01.

In view of the sbove practice, examiners must be
very careful that applications which come back from
the Board of Appeals are not overlooked because
every case, except those in which all claims stand re-
jected after the Board’s decision, is up for action by
the examiner in the event no court review has been
sought. Consequently, when a file is received after de-
cision by the Board of Appeals, it must be examined
and appropriate precautions taken to indicate the pres-
ence of allowed claims, if any. This may be done by
writing the notation “Allowed Claims” or “Rejection
Reversed” on “Contents” of file wrapper immediately
below endorsement “Decision by Board”.

See §§ 1216.01 and 121602 for procedure where
court review is sought.

121407 Reopeaning of Provecution

37 CFR 1198, Recpening after decision, Ceses which have been
decided by the Boerd of Appeals will not be reapened of reconsld-
ered by the primary eneminer, except under the peovisions of
£ 1.196, without the written suthority of the Commissloner, and
then only for the consideration of matters not already sdjudicated,
sufficient cause being shown.

Sometimes an amendment is filed after the Board’s
decision which does not carry into effect any recom-
mendation made by the Board and which presents &
new or amended claim or clsims. In view of the fact
that the prosecution of the case is definitely closed,
the appellant cleasly is not entitled to have such
amendment entered as & maiter of right. However, if
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iner should write to the appeliant notifying him or her
that the amendment cannot be entered and stating the
fesson why The refusal should sever be made to

%W&pblzwshoﬂdbemed

1219 Amendment afier board decision

The emendmeont fled [1] after the Board’s decision is refused
eniey under 37 CFR 1.116{c) because prosecution is closed end the
proposed clitmis) relse new lssues which requite further considers-
tiom or seerch.

Venmiser Mote

Tdensify the new togmes
Tz pavegrapk ls not to be used in @ vesponse to a 196(b) rejection.

In the eveat that claims stand allowed in the case
uader the conditions set forth in § 1214.06 (paragraph
B), the caze should be passed to issue.

Petitions under 37 CFR 1.198 to reopen or recon-
sider prosecution of a pafent application after decision
byﬂwMoprpah,chmcommha
been filed, are decided by group director,
§lm02(c).ucm2.

The Commissioner slso enmmm petitions under
37CFRH93wmopenoermcmmwhwhmap-
peliant has sought review under 35 U.S.C. 141 or 145.
This procedure is restricted to cases which have been
decided by the Board of Appeals and which are ame-
nable to settlement without the need for going for-
ward with the court proceeding. Such petitions will
gt;dm&tﬁy be granted only in the following categories

CaBes:

{. When the decision of the Board of Appeals as-
serts that the rejection of the claims is proper because
the claims do not include a disclosed limitation or be-
cause they suffer from some other curable defect, and
the decizsion reasonably is suggestive that claims in-
cluding the limitation or devoid of the defect will be
allowable;

2. Whenthcdecwmoftthwdoprpwlsm-
serts that the rejection of the claims is proper because
the record does not include evidence of a specified
clmmw', and is reasonsbly suggestive that if such

idence were pfmted, the appesled claims would
be ﬂm'mbm, and it is demonstrated that such evi-

Wﬁymmﬁmmmbﬁm or
3. When the

on of the Board of Appeals is
s, fule, fﬁWo or deicm! pfecedmt
wﬁwﬁ, since me Board's decision, has been £

metition ﬂ;m be sccompanied by the pro-
et ﬁvidem Mﬁfwmwm
laims twm fusther mwﬁt

. Failare to do 60 o failute of the case
» oL ) Wm
e"m' denying the petition. In

! ‘will be réopened unless it is for the
matters not slready. adjudica _uud
memuenlhown. C

Such petitions wﬂlnotbeordmuﬂymmned
after the filing of the Commissioner’s brief in cases in
wmmmummgmmssusc 141,
or afer trisl in a 33 U.8.C. 145 case.

In the case of en appeal under 35 U.S.C. 141, if the
petition is granted, steps will be taken to request the
court to remand the case to the Patent amd Trade-
mark Office and if 50 remanded the proposed amend-
ments, evidence, and arguments will be entered of
record in the application file for consideration, and
further action will be taken by the Board of Appeals
in the first instance or by the examiner as may be ap-
propriate. In the case of civil action under 35 U.S.C.
143, steps will be taken for obtaining dismissal of the
acwnmthoutprejudwetaconudemunnofthepro-

posals.
1215 Withdrawal or Dism!ual of Appeal

121501 Withdrawsl of Appeal

Exceptmthosemsunmwhmawnhdmwﬂofan
appeal would result in sbandonment of the applica-
tion, sn sttorney not of record in an applicstion may
file a peper under 37 CFR 1.34(s) withdrawing an
appesl. In such instances where no allowable claims
appear in the application, the withdrawal of an appeal
is in fact an express abandonment and does not
comply with 37 CFR 1.138 except where a continuing
application is being filed on the same date.

Where, after appeal has been filed and before deci-
sion by the Board of Appeals, an applicant withdraws
the appeal after the period for response to the final re-
Jjection has expired, the application is to be considered
sbandoned as of the date on which the appeal was
withdrawn unless there are allowed claims in the
case.

Where a letter abandoning the application is filed in
accordance with § 1.138, the effective date of aban-
donment is the date of filing of such letter.

If a brief has been filed within the time permitted
by 37 CFR 1.192 (or any extension thereof) and an
answer mailed and appellant withdraws the appesl,
the case is returned to the examiner.

To avoid the rendering of decisions by the Board
of Appeals in applications which have already been
refiled as continuations, applicants should promptly
inform: the clerk of the Board in writing as soon as
they have positively decided to refile or to abandon
sn application containing an appeal awaiting a deci-
sion, Failure to exercise appropriate diligence in this
matter may result in the Board's refusing an otherwise
proper request to vacate its decision.

121802 Claims Standing Allowed

If the application contains allowed claims, as well
as clasims on appeal, the withdrawal of the appeal
does not operate as an abandonment of the applice-
tion, but is considered & withdrawal of the appesl as
to those claims and authority to the examiner (o
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M‘dm;eqavdeueoamthdmwﬂoflhe

ms.w WW o
Awithduwaloftheappedutomofthe
claims oo appeal operates as 8 cancellation of those
clgime from the case and the appesl continues as to
the remeining claims, The withdrawn claims will be
canceled from an spplication by direction of the ex-
aminer when necessary without further sction by the
applicant.

1215.04 Dismissal of Appeal

If no brief is filed within the time prescribed by 37
CFR 1.192, the sppesl stands dismissed by operation
of the rule. The letter (form PTOL-333) notifying the
appellant that the appeal stands dismissed is not am
sction in the case and does not start any period for

reply. If no claims stand allowed the application is-

congidered as abandoned on the date the brief was
due. No notification to the applicant that the applica-
tion is sbandoned is necessry. X claims stand sllowed
in the spplication, the failure to file & brief and comse-
quent dismissal of the sppeal is to be treated ss a
withdrawal of the appeal and of any claim not stand-
ing allowed. The applicstion should be passéd to issue
forthwith: Unless appellant specifically withdraws the
appeal as to rejected claims, the sppesl should not be
dismissed until the extended period (4 months under
37 CFR 1.136(a)) to file the brief has expired.

However, if formal matters remain to be attended
to, the examiner should take appropriste action on
such matiers, setting & shottened period for reply, but
the application is to be considered closed to further
prosecution except as to such matters. A letter such as
the following is suggested:

“In view of applicant’s failure to file 2 brief within
the time prescribed by 37 CFR 1.192, the appeal
stands dismissed and the proceedings as to the reject-
ed claims are considered terminated; see 37 CFR
1.197(c).

Thmmyhmuonmﬂbepwtomueonchm
(identify) which stand allowed provided the following
formal matter(s) is (are) corrected. Prosecution is oth-
erwise closed.”

(Set out formal matter(s) requiring correction.)

(Set a thirty day shortened statutory period for re-
gponse.)

1215.08 Case Before the Court

When the case is before the court either on appeal,
35 U.S.C. 141, or in a civil action under 35 U.S.C.
145, the status of the application in the event of a dis-
missal must be determined according to the circum-
stances leading to the dismissal. In no event will the
application be considered abandoned as of a date
prior to the date of the dismissal by reason of the dis-
missal alone.

1216 Appeals to Courts

37 CFR 1.304. Time for agpeal oy civll action. (8} The time for
filing the notice and ressons of appeal to the U8, Coust of Appesals

mmy.m.ahplmy.thmtmdedwmwt
day which is feither a Setweday, Sunday, nor & boliday.

(c) If & defested pasty to sm interference hes when on eppeel to
the U.S. Court of for the Feders! Circuit end an adverse
party has filed notice sader 35 U.S.C. 141 thet he elects o have ali
further proceedings coaducted under 35 U.S.C. 146 (§ 1.203(c)), the
time for filing & civil action thereafler is specified in 35 U.S.C. 141

Files of cases carried to the courts, either by appeal
to the Court of Appeals for the Federal Circuit or by
civil action in the District Court for the District of
Columbia, are not opened by the' Patent and Trade-
mark Office to the public.

Dunngthepcndencyofasmtthenpplmﬁonmnot
under the jurisdiction of the examiner; and -any
amendment, as ome copying claims from a patent for
mterferencepnrpoas,mbeadm;ttedonlyunderthc
provisions of 37 C.F.R. § 1.198.,

SeulceofCoqummmomets
md’lhdmrb

ThoaehavmgocmontoserveoutheCommmon-
er of Patents and Trademarks papers having to do
with court proceedings are reminded that proper
service by msil may be effected only by mailing the
papers to the Solicitor of the Patent and Trademarks
Office as counsel for the Commissioner. Rule 5(b) of
the Federal Rules of Civil Procedure provides in per-
tinent part:

Whenever under these rules service is required or permitted to be
made upon a party represeamted by an sttorney the service ghall be
msade upon the sttoruey unless service upon the party himself is or-
dered by the court. Service upon the aitoracy © ¢ © ghall be made
bydehvenngaeopyto!umorbymuhnsﬂtohmathmhst
known sddress ©

Rule 25(b) of the Federal Rules of Appellate Proce-
dure similarly provides, “Service on a party repre-
sented by counsel shall be made on counsel.”
Accordingly, all service copies of papers filed in

court proceedings in which the Commissioner of Pat-
ents and Trademarks is a party which are served by
mail should be addressed:

“(Name of Solicitor), Solicitor

U.S. Patent and Trademark Office

Washington, D.C. 20231.”

1216.1;1i To Court of Appeals for the Federal Cir-
cui¢

37 CFR 1.301. Appeal to U.S. Court of Appeals for the Federal Cir-
cuit. Any applicant or any owner of a patent involved in a reenami-
nation proceeding dissatisfied with the decision of the Boerd of Ap-
peals, and any party to an interference dissatisfied with the decision
of the Boerd of Patent Intesferences, may eppeal o the U.S. Court
of Appeals for the Federal Circuit. The appellant must take the fol-
lowing steps in such an sppeal: (l)lnmePMdendemnrk
Office give notice to the Commiwioner sand file the ressons of
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of sppesl sccording @ section 142 of this vtle, Gles notice with
Commissioner that be elects to have alf fartber peocesdings con-
ducted s provided in section 146 of this titde. Thevoupon the appels
laat shell have chisty days thereafler within which (o file a civil
ection under section 146, in defanlt of which the decision appealed
from shall govern the further proceedings in the case,

35 US.C. 142 Notice of oppeal. When wn. sppesl is taken to the
Usited States Court of Appeals for the Federal Ciscuit, the appel-
last shall give notice thereof W the Commissioner, and shalj file in
the Patent snd Trademark Office his reasons of appeal, specifically
mfoﬂhmwrmgwnﬁunsmhﬁmaﬁatﬁedluoﬂhedwmn
uppea!edﬁum.mtlactlmmtydanulhe

papers and evidence specified by the sppellee snd in sn ex parte
case the Commissioner shall furnish the cousi with the groumds of
the decision of the Patent and Trademask Office, in writing, touch-
mgallthcpomcsmvolvedbyrmsofappeal

35 US.C. 144 Decision on agpeal The United States Court of
Appeals for the Federal Circuit, on petitios, shall hear and deter-
mine such sppesd on the evidence produced before the Patent and
Trademark Office, sad the decision shall be coafined to the points
set forth in the ressons of appeal. Upon its determination the court
shall return to the Commissioner a certificate of its proceedings and
decision, which shall be entered of record in the Patent and Trade-
mark Office and govern the fusther proceedings in the case. )

37 CFR 1.302. Notice and reasons of appeal. (g When an appesl is
taken to the U.S. Court of Appesls for the Federal Circuit, the ap-
pellznt shsll give notice thereof to the Compaissioner, and file in the
Patent and Trademark Office, within the time specified in § 1.304,
his or her reasons of appeal specifically set forth &n writing.

(b) In interferences and other contested cases, the noncemd rea-
sons must be served as provided in § 1.248.

If an appellant is dissatisfied with the decision of
the Board of Appeals and desires to have said deci-
sion reviewed on the record, he or she must file a
“Notice of Appeal” in the Patent and Trademark
Office, within 60 days after the date of the Board’s
decision or 30 days from a decision on reconsider-
ation, in order to have the Court of Appeals for the
Federal Circuit consider his or her appeal. See 3§
U.S.C. 142,

At the same time the original Notice of Appesl is
filed in the Patent and Trademark Office, the appel-
lant should file a copy thereof along with the $65
docket fee with the Clerk of the Court of Appeals for
the Federal Circuit. The appeal is docketed and ac-
knowledged by the court upon receipt of a certified
listing of contents from the solicitor, who secures and
forwards same automatically upon receipt of the

original notice of appesl.

MANUAL OF PATENT/ENAMINING PROCEDURE

;ihfiee the court hes heard and decided:the appeal, a
copy. of the declsion is sent to-the Patent anid Tréde:
mark Office and one to the appellant. Where the sp-

pellant files a petition for ng, the Court’s ruling
thcrmucmnmumtedtotheomcemdtomeap-
peﬂantbythedettofthe(:uurt '

Finally, the Clerk of the Court forwards to the
Office a ‘certified copy of the Court’s decision on the
claims. This copy is a duplicate of the uncer-
tified copy. first forwarded, unless modified as a result
of the petition for rehearing or possibly, altered to
correct some minor error. The date of receipt of this
copy by the Patent and Trademark Office marks the
conclusion of the appeal. Continental Can Company,
Inc. v. Schuyler, 168 USPQ 625. The decision of the
Court is published; but unless the application becomes
& patent, the Patent and Trademark Office does not
give the public access to the application file. Since a
transcript of the application becomes a part of the
court; record, it may of course be inspected. there by
anyone, In re. Mosher, 45 CCPA 701, 115 USPQ 140.
‘The.Solicitor enters the certified copy".of the
Goutt,’s decision in: the application or patent ﬁle and
retumr.ttothcpmnaryexammr AR

" AcTioN FOLLOWING DECISION BY COURT

L Allclnmsrcjected Ifallclmmsmthecasestand
rejected, proceedings on the application ere consid-
ered terminated on the date of receipt of the Court’s
certificate and the application is not open to subse-
quent. amendment and prosecution by the applicant
since the application is no longer considered pending,
Continental Can Company, Inc. V. Schuyler, 168
USPQ 625 (D.C.D.C. 1970). Exceptions may occur
where the court mandate clearly indicates that am-
other action is to be taken.

2. Some claims allowed. If some claims in the case
stand allowed, either by reversal of the Office deci-
sion by the Court or the Board of  Appeals or by
having been allowed by the examiner, proceedings are
considered terminated as to the rejected claims.
Action by the applicant canceling the rejected claims
is not considered necessary. The examiner will pass
the case for issue forthwith on the allowed claims, the
applicant being advised of such action. The rejected
claims may be canceled by the examiner with an ap-
propriate notation on the margin, to avoid confusion
of the printer. However, if formal matters remain to
be attended to, the examiner should take appropriate
action on such matters, setting a 30 day shortened
period for reply, but the application is considered
closed to further prosecution except as to such mat-
ters. If all claims in the case stand allowed after the
Court’s decision formal matters if any should be taken
care of and the case passed for issue.

3. Remand. If the decision of the Court is such that
it brings certain claims up for action on the merits,
such as a decision allowing generic claims in a case
containing claims to non-elected species not previous-
ly acted upon, the examiner will take the case up for
appropriate action on the matters thus brought up, but
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the case is not considered open to further prosecution
except as to such matters. A remand by the Court is 8
remand (o the Board of Appeals and not (0 the exam-
iner. The examiner may only act on the application if
it is remanded to him or her by the Board. Note In re
Fisher, 171 USPQ 292. :

4. Reopening of prosecution. In unusual situations it
may be desirable to reopen prosecution of an applica-
tion after a court decigion. Office actions proposing to
reopen prosecution sfier a court declsion must be for-
warded to the Deputy Assistant Commissioner for
Patents for approvel. The Deputy Assistant Commis-
sioner for Patents will indicate his approval to reopen
on the Office action.

DisMISSAL OF APPEAL

After the appeal is docketed in the Court, failure to
progecute the appeal, as by failure to print the record
or failure to file the brief, will result in dismissal of
the appeal by the Court; or there may be a dismissal
by the Court at the request of the appellant. The pro-
ceedings are considered terminated and the applica-
tion abandoned if applicable ss of the date of dismiss-
al, see §1215.05.

After dismissal, if no claims stand allowed the
action taken by the examiner will be the same as set
forth in paragraph I above; if claims stand allowed
the action is in accordance with paragraph 2.

1216.02 Civil Suits

37 CFR 1.303. Civil action under 35 U.S.C. 145, 146, 306, (8) Any
spplicant or eny owner of & patent involved in a reexamination pro-
ceeding dissatisfied with the decision of the Board of Appeals, and
eny party dissstisfied with the decision of the Board of Patent fa-
terferences, may, instead of appesling to the U.S. Court of Appeals
for the Federal Circuit (§1.301), have remedy by civil action under
35 U.S.C. 145 or 145, as appropriste. Such civil action must be
commenced within the time specified in §1.304.

(b} B en spplicent in an ex parte cese or an owner of & patent
invoived in 8 reexamination proceeding has taken an appeal to the
U.S. Court of Appesls for the Federal Circuit, he or she thereby
waives his or her right to proceed under 35 U.S.C. 145.

(c) If any adverse party to an appeal tsken to the U.S. Court of
Appeals for the Federal Circuit by a defested party in an interfer-
ence proceeding files notice with the Commissioner within twenty
days after the filing of the defeated party’s notice of appeal to the
court (§1.302), that he or she elects to have all further proceedings
conducted as provided in 35 U.S.C. 146, certified copies of such
notices will be transmitted to the U.S. Court of Appeals for the
Federal Circuit for such ection as may be necessary. The notice of
election must be served as provided in §1.248,

the United Sistes District Court for the District of Columbia if
commenced withia such time after such declsion, not less then sinty
éays, s the Commissloner appoints. The court may adjudge that
such applicant ke entitled to receive & patent for his invemtion,
gpecified in eny of his claims involved in the decision of the Board
of Appesls, as the fects in the cese may appear and such adjudics-
tion shall authorize the Comunissioner to issue such patent on com-
plisnce with the requirements of law. ANl the expenses of the pro-
ceedings shall be peid by the applicant.

If an appellant is dissatisfied with the decision of
the Board of Appeals and desires to have said deci-
sion reviewed, within 60 days after the date of the
Boerd’s decision or 30 days after the date of the
Board’s decision on reconsideration, he or she must
file a complaint in the United States District Court for
the District of Columbia and have the marshall serve
g summons on the Commissioner of Patents and
Trademarks.

When a suit vnder 35 U.S.C. 145 is filed a notice
thereof signed by the Solicitor of the Patent and
Trademark Office is placed in the application or
patent file. The file is kept in the Solicitor’s office
pending termination of the suit. When the suit is ter-
minated, a statement indicating the final disposition of
it by the Court is placed on the original notice by the
Solicitor and the application is returned to the exam-
iner, whose subsequent procedure is the same as
action following appeal, described in §1216.01. If the
exact date when proceedings were terminated is mate-
rial, it may be ascertained by inquiring at the Solici-
tor’s office.

The appellant ordinarily furnishes to the court a
certified copy of the file wrapper and contents at the
time of the trial (28 U.S.C. 1744). If the suit is dis-
missed before coming to trial, no disclosure of the ap-
plication to the public necessarily results. Unlike an
appeal to the U.S. Court of Appeals for the Federal
Circuit, the filing of a civil action does not require the
immediate filing of a transcript of the application. The
complaint, however, is open to the public.

Files subpoenaed by the Court may be sent to the
Court in care of a Patent and Trademark Office em-
ployee along with a certified copy, under stipulation
that the copy be retained by the court and the origi-
nal brought back to the Office by said employee.
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