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1901 Protest Under 37 CFR 1.291 [R-3]

37CFR L29¢ Pmmbywepubb:wmngapphmm
{(8) Protests by & member of the public sgaingt pending spplica-

l”‘ywmo{uw:wm«um'

tions will be referred 10 the examiner having charge of the subject .
matter involved. A protest specifically identifying the application io

whichi the protest is directed will be eatered in the application file
if (1) the protest is timely submittéd: and (2) the peotest is either

mdmﬂumpmzmmmmiim.mﬁ!edwh

the Office in. in the event service is not possible. .
(b) A protest submitted in sccordance with the second sentence

ofpuragmph(a)oltlnsscctwnwﬂlbeconaderedby the Office if it

includes (1} 8 listing of the patents, publications or other informa-

tion relied wpon; (2) 8 concise explanstion of the relevance of each

listed item; (3) a copy of each listed patent or publication or other
item of informagion in written form or at least the pertinent por-
tions thereof; and (4) an English langusge translation of all the nec-
esgary and pertinent parts of any noun-English language patent, pub-
lication, or other item of information i written form relied upon.

(c) An ackmowledgement of the entry of & protest under pars-
graph (g) of this section in a reissue applicstion file will be sent to
the member of the public filing the protest. A member of the public
filing a protest uader paragraph (a) of this section in an application
for an original patent will not receive any communications from the
Office relating to the protest, other than the return of self-addressed
postceed which the member of the public may inciude with the
protest in order 1o receive an scknowledgement by the Office that
the protest has been received. The Office will communicate with
the applicant regarding any protest entered in the spplication file
and may require the applicant to sepply isformation pursusat to
paragraph (a) of §1.56, including respotmes to specific questions
raised by the protest, in order for the Office 1o decide any issues
raised by the protest, The active participation of the member of the
public filing a protest pursuant to paragraph (a) of this section ends
with the filing of the protest and no further sebmission on behalf of
the protestor will be acknowledged or considered unless such sub-
mission raises new issues which could not have been easlier pre-
sented, and thereby constitutes & new protest.

37 CER 1.248. Service of papers; manner of service; proof of service.

(8} Service of papers must be on the attorney or agent of the
party if there be such or on the party if there is no attorney or
agent, and may be made in any of the following ways:

(1) By delivering a copy of the paper (o (be person served;

(2) By leaving a copy at the usual place of business of the person
served with someone in his employment;
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(3)wmmmme¢humw‘ph¢eor‘mm by,
s residence

leaving 2 copy 8t the person’s with some person of suita-
bleagemddqcutmwbomdut
{4y Trans iis' by flrst clss'mall. V mvloeiabymnillhef

date of maiting will be regarded és the daté’of sesvice.

(5) Whenever it shall be satlafictorily shows to the Cominisslon.
er that-nose of the above modes of oblaining ormvmgtbepnper
Wk service may be by notice publmhed in the Qfkial

fre,

() Papers filed in the Patent and Trademark Office which are
required to be served shall contsin proof of eervice. Proof of serv-
ice may appesr oa or be effined to papers filed. Proof of service
shall inclede the date end manner of service. In the case of personal
mvm.proofofmeeshnﬂuwmcludethenmoranypemn.
served, certified by the person who made service. Proof of service
may be ‘thade. by (1) An ncknow!edgemcm of service by or on
behalf of the pérson served or (2) 8 statemient signed by the attor-
ney or agent containing the information required by this section.

- BSee section 1.646 for service of papers in mterfer-
ences.§

937 CFR¢® . 1. 291(3) gives recognition to the value
of written protests in bnngmg information to the at-
tentlon of the Oﬂicc and in, avoxdmg the issuance of
invalid petents, $37, CFR¢® :1,291(a) provides that
public; protests agamst pending applications will be re-
ferred to the examiner having charge of the subject
matter involved and wﬁl if timely . subnutted and
either served upon the apphcant or filed in duphcate
in the event service is not possible, be entered in the
applncatlon file. New paragraph (b) of .37 CFR¢*
1.291 assures members of the public that a protest will
be fully considered by the Office if it is submitted in
accordance with $37 CFR¢° i 291(a) and includes (1)

a listing of the patents, pubhcatxons or other informa-
tion relied upon; (2) a concise explanat:on of the rel-
evance of each listed item; (3) a copy of each hsted
patent, publication or other item of information. in
written form, or at least the pertinent portions there-
of; and (4) an Bnghsh language translation of all nec-
essary and pertinent parts of any non-English lan-
guage document relied upon. A party ‘obtaining
knowledge of an application pending in. the Office
may file a protest against the application and may
therein call attention to any facts within protestor’s
knowledge which, in protestor’s opinion, would make
the grant of a patent thereon improper.

A protestor does not, however, by the mere filing
of a protest, obtain the “right” to argue the protest
before the Office. The degree of participation allowed
a protestor is, of course, solely within the discretion
of the Commissioner of Patents and Trademarks and
the Commissioner exercised his discretion to restrict
such participation effective December 8, 1981: “Inter-
im Reissue, . .. Protest, And Examination Proce-
dures. . . .”, 1013 0.G. 18-19; Final rule: “Reissue,
Reexamination, Protest and Examination Procedures
in Patent Cases”, 47 Fed. Reg. 21746-21753, May 19,
1982. As provided effective December 8, 1981 in said
“Interim . . . Protest . . . Procedures”, and in $37
CFR¢®* 1.291(c) as amended July 1, 1982, active par-
ticipation by a protestor “ends with the filing of the
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protestor will be acknowledged or considered unless
such submission raises new issues which could mot

&8

have been 'earher presented, ,and themby consmutu‘a«:

application file (see QMPEP“ -1901.05).. The. question

ofwhcﬂmornotapatentwﬂlmuemamatterhe-

tween the apphcmt and the Ofﬁce actmg on behalf of";

the public:
1901.01 Who Can Protut

Any member of the public, mcludmg both. pnvate '
persons, corporate entities, and government agencies, -
may file a protest urider 37 CFR 1.291.'A protest may-
be filed by an attorney or other reprwentatwe on
behalf of an unnamed. prmclpal since $37. CFR¢® .

1.291 does not require that the principal be identified.

1901.02 Information Which Can Be Relied on im

Protest

wciuld miake - the grant of a patent
refied" ¢ on in &’ ‘protest under 37

may be based ‘on any’ facts or mformauoﬁ ‘adverse to"’
patcntabahty Thc content and substance of the protst“

or’ some other form of evidence ad érse o patentabil- -
ity, ‘are being relied upon. “The: Ofﬁce""recognxzes that
when evidence other than _prior_ aft: documents is-
refied upon problems may “arise’ as to’ authentication

and the probative value to aisign to such evidence.
However, the fact that such problems may arise, and
have to be resolved, does not preclude the Office
from considering such evidence, nor does it mean that
such evidence cannot be relied upon in a protest
under 37 CFR 1.291. Information in a protest should
be set forth in the manner required by § 1.291(b).

The following are examplee of the kinds of informa-
tion, in addition to prior art documents, which can be
relied upon in a protest i under 37 CFR 1.291(a):

(1) Information demonstratmg that the subject
matter to which the profest is directed was publicly
“known or used by others in this country . . . before
the invention thereof by the applicant for paten * and
is therefore barred under 35 U.S.C. 102(a) and/or 103.

(2) Information that the invention was “in public
use or on sale in this country, more than one year
prior to the date of the application for patent in the
United States” (35 U.S.C. 102(b)).

(3) Information that the applicant “has abandoned
the invention” (35 U.S.C. 102(c)) or “did not himself
invent the subject matter sought to be patented” (35
U.S.C. 102(f)).

(4) Information relating to inventorship under 35
U.S.C. 102(g).

(5) Information relating to sufficiency of disclosure
or failure to disclose best mode, under 35 U.S.C. 112,
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apphcatxon lacks eomplmnce thh the statutory re-
quirements for patentability.

(7) Information indicating’ “fratd” 6r e “violation 6!‘ !
the duty of disclosure” under 37 CFR 1.56(a) may be
the subject of a protest under §37 CFR¢® 1:291(a).

Information relating, to groun

~phcmonunder37CFRlS6(c,sboﬂdnonpp§ar‘ma

protest under $37 CFR¢® 1.291, but.should be submit-
ted in a “petition to"strike” under §'1.56(f), separate
from any protest. Section 1.56(c) provides ¢ that an ap- .
plication may be stricken 1’ __
the oath or declaration was s:gned in blank or without
review thereof or of the  specification, including
clmms,orthatapphcanonpapersﬁ!edmtheomce
were altered after the signing of the oath or declara-
tion. Section 1.56(f) provides for filing a petition to
strike such an application’ pursuant ‘to $37 CFR¢*
1.56(c).

Different forms of evidence may nccompany, or be-
submitied as a part of, a prot&t
1.291(a). ' Conventional pnor ‘art docu
patents and publications.are the mos
of evidence. Howev her
likewise be submmed e, resentatwe examples?
of other forms' of evidefice are- hﬂg&hon-related mate-’
rials such as complaints, answers, ‘depositions, answers
to interrogatories, exhibits, tr:mscnpts of hearings ‘or
trials, court orders and oplmons, snpulatnons of the
parties, etc. Where. only a portion of the litigation-re-
lated materials is - relevant. to. the. protest, protestors.
are encouraged to submit only the relevant portion(s).

In a protest based on an alleged public use or sale
by, or on behalf of, the applicant or applicant’s assign-
ee, evidence of such public use or sale may be submit-
ted along with affidavits.or declarations indentifying
the source(s) of the evidence and explaining ‘its rel-
evance and meaning. Such evidence might include
documents contammg ‘offers for sale by. apphcant or
applicant’s assignee, orders, invoices, receipts, deliv-
ery schedules, etc. The Office: will make a decision as
to whether or not public use or sale has been estab-
lished based on the evidence the Office has available.
If applicant denies the authenticity of the documents
and/or evidence, or if the alleged public use and/or
sale is by a party other than applicant or applicant’s
assignee, prowstor may find it desirablée or necessary
to proceed via 37 CFR 1.292 (public use proceedings)
rather than by a protest under 37 CFR 1.291,

While the forms in which evidence and/or informa-
tion may be submitted with, or as a part of, a protest
under P37 CFRQ‘ 1.291(a) are not limited, protestors
must recognize that such submissions may encounter
problems such as establishing authenticity and/or the
probative value to apply to the evidence. Obviously,
the Office will have to evaluate each item of evidence
and/or information submitted with a view as to both
its authenticity and what weight to give thereto.

Information which is subject to a court-imposed
protective or secrecy order may be submitted with, or
as a part of, a protest under § 1.291(a). Trade secret
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A prmett under 37 CFR 1: 291(:) must G& sabmiite
ift writing, shoiild’ wheére possible ‘specifically identify
the application 1o which the protest’ is-directed, and
should include a listing of all patents, publicanonsor
other information relied ‘upon; & concise explenation
of the relevance of éach listed :item; an:English lan-
guage translation of all relevant parts of any non-Eag-
lish language :document; : ssd be. accompanied by’ a
copy of each' patent; publicstion ‘or 'other’ document
relied upon. Protestors ‘sre ‘eacouraged to use® form
PTO-1449. “Information - Disclomire | 'Citation”: when
preparing a protest under §37 CFR¢®:1:291; ‘especially
the listing enumerated under §37 .CFRE*: L291(b)(1)~
gee QMPBPQ‘ 609. In addition, the protest and: say
sccompanying papers. should .cither (1) refiect thit a
copy of .the same has; been served upon the applicant
ot epon the applicant’s attorney. or. agent.of record; or
{2) ‘be-filed  with. the: Oﬁce m?‘duphcatexm the eveut

setmemnotpossable o ST

Itmlmporta;;tthatanypmtes ‘gamstapendmg
apphcat!on specnﬁcally JAdentify - :application . to
which- the .protest. is. directed with. the - identification
benng as complete as-possible. If possible,: the follow-
ing information should be p!wed on the protest

. 1. Name of Applicant(s).

2. Serial number of applxcanon

3. Filing date of apphcatlon.

4. Title of i invention. .

5. Group art unit number ﬂf known)

6. Name of exammer to whom the apphcatlon 8 as-
signed. (If known) ~

7. Current status and locatlon of applxcatlon ar
known)

8. The word “ATTENTION:” followed by the
area of the Office to wluch the protent 1s dnrected as
set forth below. -

In addition, to the above mformatton, the prottm
itself should be clearly 1dent|ﬁed as a “PROTEST
UNDER 37 CFR 1.291(a).” If the protest is accompa-
mied by exhibits or other attachments these should
also comntain identifying information thereon in order
to prevent them from becommg inadvertently separat-
ed and lost. «

Any protest filed alleging "fraud” or “vzolatlon of
the duty of disclosure” can be submitted by mail to
the Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, and should be directed to the at-
tention of the Office of the Assistant Commissioner
for Patents, Building 3, Room 11A13. Protests based
on grounds other than “fraud” or “violation of the
duty of disclosure” can also be submitied by mail to
the Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, and should be directed to the at-

1900~3

group in whmh the apphoatlon is pendmg *Ifﬂthe pt’o-
testor is unable to specifically ideptify the application
to- which; the protest. s, directed; but; nevertheless; be-
lieves such:am .application to.be pending,:the: protest
should,be directed to the attention of the Office.of the
Amtmt Consmissioner for. Patents, Building 3, Room
11A13; along with s much mdenufymg dm for the
applwmonnpouible. STEISMI s
Whereapmtutisdirectedtoareimmnpplmtm
for a'patent which is involved in litigation, the outside
envelope and the top right hand portion of the protest
should ‘be marked with: the: words- “REISSUE - LITI-
GATION.” The notatiotis: ‘preferably: should be writ-
ten in &' bnght ‘color with & félt “poirt ‘marker. Any
“REISSUB “LITIGATION": protest mailed to the
Office should be so marked and mailed to BOX 7 in
sccordaiice with 'the 0.G. Noticeé of January 4,-1980.
However, 'in viéew of 'the: urgent nature of- niost “RE-
ISSUE LlTIGATlON" protes ’otestor mny wmh

It is extrf ely unportant ‘that &’ protest mple
and contain'a copy of every ﬂocumen elied upon by
protestor, whether that ‘document is'a prior ar '
inent;::coiirt - litigation; material,. éffidavit 'or declara-
tion, etc. since-under $37 CFR¢* 1.291(c). protestor
will not be given. .an; opportumty 0. supplement . or
complete any protest . which. i, mcomplete Active par-
ticipation by protestor ends. with the filing of the ini-
tial protest, as provided in.$37 CFR¢* 1.291(c), and
no further. ‘submission. on behalf of protestor will be
acknowledged or, consxdered unless such submission
clearly. raises new issues which could not have been
earlier presented, and. thereby constitutes 2 new. pro-
test. Protests which, will not be entered in the appiica-
tion file include those further submissions.in. violation
of $37. CFR¢* 1.291(c) .by . which .protestor. seeks to
participate in the examination process., For example,
mere arguments relating to:an Office action or an ap-
plicant’s response would not qualify as a new protest.
Likewise, additional -comments seeking to bring in
further or even new. data or information with respect
to an issue previously raised by protestor would not
qualify as a new protest. Even new protests which
also argue Office actions or responses or any matter
beyond the new issue should not be accepted. Im-
proper protests will be returned by the Examining
Group Director unmless issues involving $37 CFR¢*
1.56 are involved in which case the return of the im-
proper protest will be made by the Office of the As-
sistant Commissioner for Patents. While improper
protests will be returned, a new. protest by an earlier
protestor will be proper and can be entered if it is
clearly limited to new issues which could not have

v, 3, May 1986
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" As indioawd {0 031 CFR" 1129|(b)(3),m protut
must be accompanied by & copy of esch prior art doc-
ument: relied upon in order to ensure;considerstion by
the examiner, although a ‘protest without: cbpien of
pﬂormdooumnuwﬂlnotmrﬂy ignoved.
t is similar 6o the requirement of 37
CFRIQBthatcopaesofwnttendmmenuweompn-
ny. information disclosure statements. While & protest
without copies of documents will not necessarily be
ignored, the submission of such documents with the
protest will -obviously expedite and emsure comsider-
ation of the documents, which considerstion might
not otherwise occur. Further, some documents which
are available to protestor may not be. otherwue avul
able to the Office.
- Every effort: &hould be ‘made. by a, protutor to

agent of record or upon the applncant if no attomey
or agent is of record. Of course, the copy-served
upon applicant or :upon applicant’s attorney. or agent
shonldbeacompletecopymcludmgaoopyofemh
priot art .or. other. document. relied upon in the same
manner as required by $37 CFRQ‘ 1.291(=) for the
Office copy. The protest filed in the Office should re-
flect, by asi appropriate “Certificate of Service,” that
service has been made as provided in $37 CFR¢*
1.291(a). Only in those instances where service is not
possible ‘should the protest be filed m duphcate in
order that the Office can attempt serv:ce ,

1901.04 WhenShouldtbeProtmbeSlbmimd

‘A protest under” 037 CFR¢*  1.291(a) must’ be
‘tlmely submitted” in order to be ensured of consider-
ation. As a practxcal matter, any protest should be
submitted as soom as posstble after the protestor be-
comes aware of the existence of the application to
which the protest is to be directed. By submitting a
protest early in the examination process; i.e., before
the Office acts on the application if possible, the pro-
testor ensures that the protest will receive maiimum
consideration and be of the most benefit to the Ofﬁoe
in its examination of the application. '

A protest with regard to a reissue apphcatmn
should be filed within the two-month period follow-
ing announcement of the filing of the reissue applica-
tion in the Official Gazette. If, for some reason, the
protest of the reissue application cammot be filed
within the two-month period provided by 37 CFR
1.176, the protest can be submitted at a later time, but
protestor must be awsre that reissue applications are
“gspecial” and a later filed protest may be received
after action by the examiner. Any request by a protes-
tor in a reissue application for an additional specified
period in which to file a protest, beyond the two
month period following the announcement in the Offi-
cial Gazette, will be considered only if filed in the
form of a petition under 37 CFR 1.182 and accompa-
nied by the petition fee set forth in §37 CFR¢®
1.17(h). The petition must explain why the additional
time is necessary and the nature of the protest intend-

Hev. 3, May 1966

another peny is bemg requested Aeeordmgly, the re-
quests should be made: only: where. tiecessary, for the
minimwm, period required; and with a . justification es-
tebluhmg the nmmy for the extension. .

. Xf the protest is.a. “REISSUE LITIGATION" pro-
test, it is pacticulerly. important that it be filed early if
protestor wishes it considered at the time the Office
first scts -on - the application. Protestors. should be
aware that. the Office. will entertain petitions under 37
CFR 1.183, when accompanied by the petition fee set
forth in $37 CFR¢* 1.17(h), to waive the.two-month
delay period of 37 CFR 1.176 in. appropmte circum-
stances. -Accordingly, ‘protestors: to: reissue . applica-
tions. cannot’ automatically -assume .that the full two-
month: delay penod of 37 CFR. l 176 wnll always be
avanlabk:- RS

= Fo’ ensm'e cons:deranon, pmtests, whether i ongx-
ml OF: reissue apphcatnona, must be timely submitted,
i.e., before fimal: rejection:or! allowwee. Consideration
of protests: filed. after-final rejecnon ot allowance ‘will
depend upon the nature of the issues raised, the mate-
rlalnty of any prior art ‘or other documents; ‘and ‘the
point in‘time at which ‘the’ protests and-‘documents ‘are
submitted. Obvmusly if the serious natare of the i nsues
raised requires further consideration,” or if- prior art
documeénts clearly anticipate or render obvious one or
more claims, the protest will not knowingly be ig-
nored. It must be recognized, however, that the likeli-
hood of consideration of a protest decreases as the
patent date approaches. If a protest is not timely sub-
mitted, it will be acknowledged as set forth in
$MPEP§* 1901.05, and referred to the examiner
havmg charge of the subject matter involved for
entry in the application file, if the protest sufficiently
identifies the application, and for such consideration
asis warranted

1901.05 Initisl Office Handhng and Aclmowl-
edgment of Protest [R-3]

Pmtests Referred to Exammer

Section 1.291(a) provides that protests filed agamst
pending applications will be referred to the examiner
having charge of the subject matter involved. Section
1.291(a) further provides that a protest specifically
identifying the application to which it is directed will
be entered in the application file, if (1) the protest is
timely submitted (see OMPEP¢* 1901.04) and (2) a
copy has been served on applicant in accordance with
$37 CFR@® 1.248, or a duplicate copy is filed with the
Office in the event service is not possible.

A protest where the application is specifically iden-
tified or can be identified with certainty, and which is
submitted in conformance with $37 CFR¢®* 1.291 (a)
and (b), will be considered by the Office.

£900-4
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Prosess. Does Not Indicaté Service:; ;...

»Ifth!aprotﬂtﬁtbdm%ébﬂicedomnot,hawem
indicate service on spplicaint 'or applicent’s attorney 6
ajgent; ‘and is not filed in duplicate; then the: Office
will ‘unidertake o determsine ‘whether ‘of not sefvice
lmbeenmmtrymmg apphcantorapplicnnt’s
attoriey- or agent by teléphone of in writing'to ascer-
tain'if ‘service has been made. If service has not been
made and no ‘duplicate has been filed; then' the Office
may- request protestor 1o’ file such' a duplicate before
the protest-is referred to the examiner. Alternatively,
if the protest involves only a few pages,:the Office
msy, mnssolednscrenon.electtoreproducethepro-
teit: rather than delay referring it to the examiner. If
duplicate ‘protest papers are mailed to applicant or ap-
plicant’s attorney ‘or-agent by the Office, the’ apphca
tion: file ‘should reflect that fact, either by &' letter
transmitting the protest or, if ‘no transinittal' letter is
wsed; simply by an ‘appropriate notation in the “Con-
tcnts" sectmn?‘of the apphcauon ﬁle wrapper B

' l291(c) provndes that an. acknow dgement
of the entry of a protest in a reissue applxcahon will
be sent to protestor. A copy of the acknowledgement
sent to protestor will be made of record in’ the Feissue
application file and another copy sent to the appheant
or applicant’s attorney or agent. Protests filed in re-
issues- alleging, or involving, “fraud” §, “inequitable
conduct”§ or “violation of the duty of disclosure”
will. normally be acknowledged by the Office of the
Assistant Commissioner for Patents. Other protests in
reissues not - alleging or involving “fraud” or' “viola-
tion of the duty of disclosure” will be acknowledged
by the group director of the examining group’ where
the application is pending.

However, as set forth in the “Interim . . . Protest

. Procedures” published December 8, 1981 (1013
OG 18-19) and as provided in §37 CFR¢* 1.291(c) as
amended July ‘1, 1982, protestor in an original (non-
reissue) application will not receive any communica-
tions from the Office relating to the protest, or to the
application, other than the return of a self-addressed
posteard which protestor may ‘include ‘with the pro-
test in.order to receive an acknowledgement that the
protest has been received by the Office.
Applications and Status Thereof Maintained in Secrecy

The postcard acknowledging receipt of a protest
will not and must not indicate whether such applica-
tion in fact exists or the status of any such application.
Office employees must exercise care to ensure that
matters relating to applications are not discussed with
protestor or communicated in writing to protestor.
Original applications are, of course, required by 35
U.S.C. 122 to be “kept in confidence by the .
Office and no information concerning the same given
without suthority of the applicant or owner unless
necessary to carry out the provisions of sny Act of
Congress or in such special circumstances as may be
determined by the Commissioner.” Thus, unless a pro-
testor has been granted access to an original applica-

1900-5
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tion, the protestor is not entitled to obtain frof the
Office any information concerning the same, including
the mere fact that such.an application exists. Petitions
for. access. to mtentq applmnons pwith, the excep-
tion of n8. involved iin or. related to 8 pro-
ceeding . before : the: .Board. of: Patent. Appeals and
Interfermeo‘ are:decided by the *§Office of the As-
sistant Commissioner for Patents§ pursuant to delega-
tion contained in PMPEPE® 1002.02(*Pa¢). Reissue ap-
plications filed on, or after, Merch 1, 1977, are pursu-
ant to 37 CFR 1 ll(b) “open to mapecﬂon by the gen-
eral publi

-The Oﬂice will commumcatc wnth the apphcant re-
garding any protest entered in an application file and
may require the applicant to: supply information . pur-
suaint to $37 CFR¢* 1. 56(i), ‘and to ‘$37 CFR¢®
1.175(b) in reissue applications; including' responses 10
specific’ questions raised - by the ‘protest, in order for
the Office to décide ' ‘any issues Taised’ thereby. Under
é1: 291(c) ‘the examiner ‘can reqmre ‘the’ apphcant o
respond to the protest and answer spemﬁc qu&snons
ramedbythe protwt o

Protest Alleges “Fraud” §, “Ineqmtabl_ C
“Violation of Duty of Disclosure”

““Those protests' which ‘allegé: of ifivolve “fraud” 0,
“inequitable conduct”§¢ or “yidlation of the duty of
disclosure,” 'if not initially directed to the’ Office of
the ‘Assistant’ Commissioner for Patents, are required
to be referred to that Office, along with the relevant
application files, ‘as soon as' the issues relating to
“fraud” §, “inequitable conduct”§ or “violation of the
duty of disclosure” are recognized. The Office cur-
rently follows a policy of deferring consideration of
issues of “fraud” P, “inequitable conduct”§ or “viola-
tion of the duty of disclosure” until such time as (1)
all other issues are resolved, or (2) appellant’s reply
brief pursuant to $37 CFR¢® 1. 193(b) has been re-
ceived *and/org the application is otherwise ready
for consideration by the Board of pPatent§ Appeals
pand Interferencesd, at which time the appeal will be
suspended for examination. pursuant to $37 CFR§®
1.56{(d). See 37 CFR 1.56{e). Accordingly, the. Office
of the Assistant Commissioner for.Patents will nor-
mally review the protest and return the application,
along with any appropriate examining instructions, to
the director of the examining group for immediate
action by the examiner.

1901.06 Examiner Treatment of Protest [R-3]

Current Office practice as defined in § 1.291(a)
gives recognition to the value of the written protests
in avoiding the issuance of invalid patents. However,
the fact that one or more protests has been filed in an
application, whether the application is an original ap-
plication or a reissue application, does not relieve the
exeminer from conducting a normal examination on
the merits, including the required search. pEvidence
submitted in a protest will be considered on the same
basis a8 other ex parte evidence: In re Reuter, 210
USPQ 249, 255 (C.C.P.A. 1981).¢

nduct”(i or
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the applmmn ﬁledbeo nioti teM_ mll whowledg-’

lyrefer meprotestnnd theapphcanon,mthesuper
visory primary examirier; to the group direcior..

(2) To ensure that either the protest or the spplwa-
tion: file, wrapper indicates that a.-copy.of the protest
has been served .on applicant or. applicant’s - attorney
or .agent. If a: copy. is. not indicated as: having been
served on apphcant or apphcant’s -attorney and is not
filed in, .duplicate, then the examiner should undertake
to- determine whether or not service has been made
by contacting . apphcant or applicant’s .attorney or.
agent, but not protestor.. If it has, this should be: noted
on_the protat or on, the apphca i
hasn’t been made, the protest ¢

+(3). Whether. the protest raises. issues. of,,‘fraud” 0,
meqmgablc conduct’'§: or “violation . .of. duty -of dis-
closgxge * If any. such issues are present snd the appli-
cation has not earlier been referred. to; the Office .of
the Assistant Commissioner for Patents, :the examiner.
will call :this to_the.attention .of the supervisory: pri-
mary. examiner. for such, refetral via: the. gronp direc-
tor, see. ’MPEP“ 2020 03., .. . ,
. If a protest is filed in retssue app 'catxon and the
reissue apphcatnon is related to, 2 patent.involved in a
pendmg interference. pmcegdmg, such. application
should be referred to the Office of the Assistant Com-
missioner for Patents, before - consndermg the protest
and actmg on the apphcatxons R s
Period for Commients by Applicant
If the primary exatiner’s ifiitial review reveals that
the protest is ready for consideration during’ the ex-
amination, the examiner may nevertheless consider it
desirable, or necessary, to obfain- apphcants com-
ments on the protest before further action. In such sit-
vations the examiner will offer applicant an opportu-
nity to file comments within a set period, usually one
month, unless circumstances warrant a longer period.
Form Paragraph 19.01 can be used to offer appli-
cant an opportunity to file comments on the protest:

19.01  Period for comments an protest by applicant

A protest ageingt issuance of 8 patent based upoa this spplication
has been filed under 37 CFR 1.291(a) on {1}, and a copy [2]. Any
comments or response epplicant desires to file before consideration
of the protest must be filed by [3].
Examsiver Note:

1. Applicant is narmally glven one montk to submit any comments,
unless circumstances in the case would warrant o longer period.

2. A copy of this action is not sent o the protesior. See 37 CFR

L271tc).
3. In bracket 2. insert either—has been served on applicafit—or-=is

attached kereto-
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Where necessary or:desifable:io: ydtmidtsv et

raised by the protest, undes,$37. CFR4®, 1.291(0) the

primary examiner can require the applicant to. respond:
to the protest. and mwcr spectﬂci queatnons msed by;. _

since those jssues are:not: considered; by the;: prm;ry.
examinet. : Any questions directed. to applicant. by the
primary examiner must be limited to: seekmg answers
reasonably necessary-in order for the primary examin:-:
er to-decide questxons raised by the protest.and. whick:
are before the primary examinerfor decision.: The, pei-,
mary. examiner is not permitted, under $37 CEFR¢*
1.291(c), to seek answers; to .questions whnch -8re ;not
before the. primary examiner for decision. If. any ques-
tions  arise as. to.a possible “violation:of the duty . of
disclosure”. through withholding, material information
those questions must. be resolved by, the:Office. of the
Assistant Commissioner for Patents.; The- primary. ez~
aminer must use cafe in requiring ,,mform@q tvx,,from

} :fForm -Paragraph '197 02

19 0z Raqumement jbr mformatwn A

'I‘hcptotcstunder37CFR 1.291 ﬁledon[l]hasbemconsﬁered.
In .order to resch a.full and proper. coasideration of the issues
msed therem, it is necessary ‘to obtain additional information from
apphcant ‘tegarding these issues. In particular [3].° Applicant's
sporise i3/ this - requifemnént for information must be filed wnhm
ONE MONTH of the date of this reguirement (o avoid the issue of
sbandonment of the application. , .

En-iw Note. o

While the examiner normally should not, need further m/brmauon
Jrom applicont, under circumsiances such as issues relating to prior use
or sale it may be necessary to seek addnional mfvrmanan.

Clanﬁcaaon Sought From Pmtestar With Access

If the protestor has access to the apphcatnon, and
the protestor has pe.mcnpated in the proceedmgs
before the Office prior to Dec. 8, 1981 the examiner
may communicate with:the protestor in writing, with
a copy to applicant, to seek clarification and/or addi-
tional. information necessary to properly consider the
protest. The following. suggested format can:be used
by the examiner to seek clarification and/or additional
information from the protestor having access to an
application.

“The protest, as filed on —————, has been
noted. However, clarification and/or addntlonal in-
formation is desired. In particular (examiner ex-
plams) Any submission of the requested informa-
tion should be made within ONE MONTH of the
date of this letter and the submission must indicate
service on applicant.”

Protestor Not¢ Permitted To Complete Incomplete Protest

As amended July 1, 1982, 37 CFR 1.291 does not
permit protestor to complete an incomplete protest,
nor to further participate in, or inquire as to the status
of, any Office proceedings relating to the initial pro-
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’,protestawmberemmedbythe
: i 'ggroupdirectoruﬂessmm"' ing §37

CFRQ' 1.86 are imvolved in which case the return of
thennptoperpmwtw:llbemadebythe()ﬂiceof
the Assistant Commissioner for Patents. TR
‘Referred From O,moe of Assmant Commimaner jbr
Patents - .

- If the protest has been referred f‘or examination
wnthexammmgms(rmtlonsfrom the Office of the As-
gistant - Commissioner for Patents, the ezaminer must
carefully consider and closely follow such instructions
during the examination. Co
Tmunent of Timely Submitted Pmtest

~If the protest has been' tmelymbmxtted, ie. befofe
ﬁna!rejecnonoraﬂowmce,theexannnetmtoon-
s@eruchoftheplmmorotherdocumenuwbmn—
ted in conformance with 37 CFR 1.291(b).- At least
those prior art documents which the, examiner rehes
onmre;ecunsclumswﬂlbemadeofrecordby
means of form PTO-892, unless protestor has listed
such pnor art or other documents on form PTO-
1449, in which case the examiner will place the exim-
iner's initials adjscent the citations in the boxes pro-
‘vided on the form PTO-1449 (see PMPEPE 609).
Where the prior ert or other documents have not
been cited on a PTO-892, or listed and initialed on a
PTO-1449 the examiner will place a notation in the
protest peper adjscent to the reference to the docu-
ments. The notation should include the examiner’s ini-
tials and the term “checked.” The examiner will also
indicate in the next Office action that all documents
submitted have been considered.

It is not intended that the examiner be overly tech-
nical in construing $37 CFR¢® 1.291(b) and refuse
consideration of & protest because it does not include
all of the contents enumerated by §$37 CFRéE®
1.291(b). The examiner should consider the protest to
the extent it is helpful and valid even though one or
more of the listed items is omitted.

Where prior art or other documents are considered
by the examiner, even though not submitted in full
conformance with §37 CFR¢®* 1.291(b), the examiner
must, for all those documents considered but not
listed on the form PTO-892, (1) mark “checked” and
place the examiner’s initials beside each citation or (2)
where all the documents cited on & given pege have
been considered, mark “All checked” and place the
examiner’s initials in the left-hand margin beside the
citations: see pMPEPE* 609. Where prior art or other
documents are listed by protestor on form PTO-1449,
even though not submitted in full conformance with
$37 CFR¢* 1.291(b), the examiner must, for all those
documents considered place the examiner’s initials ad-
jacent the citations in the boxes provided on the form

1900-7

-submitted and the poin
mitted. - See: YMPEPE® :1901.04; -Documents. which

not considered draw @ line through the citation on the

TPROS1449] dee YNIPEPE 609.°I6 &' profest en-
tered in an application file complies with §1.291(b),
the. -examiner ; 48 required to:fully, consider all the
issues, except for any issues - of “fraud” , “inequitable
conduct”@ of “duty: of disclosure!” raised: by the: pro-
testor; and cleurly state the exmmner s posmon there-
on in detail.

Mte.rt Filed Aﬁer Fmal Rcyecnan or Allawance '

If the. protect is, ﬁled aﬁer ﬁnal rejecuon or allow-
ance of .the apphcatwn, but. prior to the date of . issu-

ance of the patent, it may be considered “timely”. for

purpose of entry in the apphcauon file although it
maynotbeoons;deredbytheexammcrmvxew of its
late submission, No -assurance can be given that any
protest submitted - after.-final - -fejection; or. allowance
will be considered, aithough the examiner .will-not
knowingly ignore documents:which, clearly. anticipate
or:- render. obvious: one or.imore claims. - Clearly, ‘the
extent of the consideration; given by the examiner will
depend upon the, relevance of the prior art documents
t-in:time at- which they are sub-

clearly anticipate or render obvious.ome: or -more
claims will not be:knowingly ignored. Prosecution of

the application. wnll be reopened where necessary

Copzes of Document.f Not Submiitted

If the protest is not accompamed by a copy of each
pnor art or other document. relied upon as required
by 9§37 CFRC‘ 129l(b), the examiner will consider

‘the documents’ subxmtted The protestor cannot be as-

sured that the examiner will consider the missing
document(s) However, if the examiner does so, the
examiner will either cite the document on form PTO-
892 or place a notation in the protest paper adjacent
to the reference.to the document which will include
the examiner’s initials and the term “checked. » If the
examiner considered a document not submitted, the
next Office action will so indicate.

Consideration of Protestor’s Arguments

In view of the value of written protests, it is neces-
sary that the examiner give careful consideration to
the points and arguments made on behalf of protestor.
Any Office action by the examiner treating the merits
of a timely submitted protest complying with $37
CFR¢* 1.291(b) must specifically consider and make
evident by detailed reasoning the examiner’s position
as to the major arguments and points raised by the
protestor. While it is not necessary for the examiner
to respond to each and every minute argument or
point, the major arguments and points must be specifi-
cally covered. The examiner will not, under any cir-
cumstances, treat or discuss those arguments or points
directed to “fraud” §, “inequitable conduct”§ or “vio-
lation of duty of disclosure.” ,
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cember 8, 19681 will be treated in accordance with the
procedures set l'onh in the “Interim . . . Protést .
Procedures” December 8, 1981 at 1013
0.G. 18-19, and published May 19, 1982 in 47 Fed.
Reg. 21746-21753. Any protest filed on or before De-
cember 8, 1981, including related protestor participa-
uon,willbehmdledmwcordmeewithpracucesm
effectpnortoDecember8 1981, '

" In sccordance with the limited protestor participe-

tion'in' protests filed after December 8, 1981, §37

CFR¢* 1.291(c) was amended effectwe July 1, 1982
to pmvnde that:
s “active pamcipauon of: tlnt member of the pubhc
’iﬁ ﬁlmgaproteet . ‘ends with the filing of the pro-
i test gnd no further mbminion ‘on behalf of the pro-
“'testor- will be' acknowledged or considered  unless
" such submission reises new issues which could not
:»-.have been: eerher presented md thereby eomututes
e new protest.”:
‘Mere arguments rehtmg to an Oﬂ'iee action or an ap-
plicant’s reésponse would not qualify as & new protest.
The mere filing of a protest does not grant access to
protestor or relieve the Office of its oblngatxons under
35 US.C. 122 to maintain applications “in confi-
dence.” Nor does the mere filing of a protest auto-
matically mean that protestor will have any “right” to
participate to amy particular degree Amended $37
CFR¢* 1.291(c) does not permit protestor, or any
other member of the public, to contact or receive in-
formation from the Office as to the disposition or
‘status of the protest, or the application to which it is
directed, or to participate in any Office proceedings
relating to the protest. The disposition of the protest
will, once it has been filed under paragraph (c), be an
ex parte matter between the Office and the applicant.
Where protestor has access to an application, for ex-
ample, a reissue application which is open to the
public and may be inspected under 37 CFR L11, the
proceedings may thereby be monitored.
Under amended $37 CFR§* 1.291(c), applicant may
“be required by the Office to respond to a protest. Any
response thereto would be ex parte and would not be
served on protestor. The ex parte nature of the re-
quirements for information under paragraph (c) differs
from past practice under which information could be
required, or requested, from applicant and one or
more protestors.

1901.07(a) Service of Copies

In protests filed after December 8, 1981, the Office
will not serve copies of Office actions, or other docu-
ments mailed by the Office, on protestors; and will no

Piev. 3, May 1986

.mled by theioiﬁee i“Proeestor, however, has 6o rlght

,rector'only where p st
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Wures in force pnor to; Deoembet 8, 9311-low-

‘ever, if an application; in which said protest was filed

‘on or before December 8, 1981, is abandoned and s
continuation applicationis filed, any protest filed in
said continvation application will be. treated as a new
protest and will be governed by the procedures:in
effect at the time said new. protest is filed. If ssid new
pmteetuﬁledaﬂerDeeembers 1981, the Office will
not . serve copies, -nor: reqlure appllcant to serve
copies, on protestor. - e

A protestor who had access 10 an apphcatlon and
had filed a protest in the application ‘prior to Decem-
ber 8, 1981, can request-the Office to supply: protestor
-with ' copies -of :Office actions . 6r other :documents

¢ r“has served copies of the
protest. and  any subsequent papers on applicant.. T.he
granting ‘normally. includes the requirement that each
of the parties serve copies of any papers filed on each
other, and is, as set forth above, within the sole dis-
cretion of, and for the coivenience of, the Office.

When the protestor has been granted the right to
receive all Office correepondence the name and ad-
dress of the protestor should be added to the front of
the file at the correspondence box. ‘

This will enable the clerical personnel to see that
two envelopes are needed an dual mailing is reqmred
The protestor’s name and address should be added in
pencil or red ink, However, the first line should read
“PROTESTOR” =

e.g. PROTESTOR

James Jones

ABC Corp.

720 Avenue C

New York, New York zip

Failure to put the word “PROTESTOR” above the
name and address could cause the Publishing Division
to assume that the first address was inadvertently not
cancelled and result in the Notice of Allowance being
sent to the Protestor. Use of the identifier “Protestor”
will result in the Publishing Division sending the
Notice of Allowance (multipart forms) to the Appli-
cant and a single copy to the protestor.
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Prevmusly, the ﬁlmg of rnnitmle papers by either
the applrcant and/or. protestor(s) with, respect to a
specific nssue(s) has created. pre o1
cation. files became unduly expanded and unnecessary
delays in the, exammmon ‘were memmtered ‘There-
fore, applicants and protestors were encouraged to
make their first submission with regard to’ specific
issues as complete as possible in order to avoid the ne-
cessity of filing multiple papers.

Protestors Limited to Single Submission

Where a protest is ﬁled aﬂ:er December 8, 1981
protestor is limited to0 a gle submission’ and thus
must make such submlssron as complefe as possible:
see 37 CFR 1.291(c) as amended ‘July - 8, 1982;
“Interim...Protest... Procediires” pnbhshed December
8, 1981 at 1013 O.G. 18-19; and 47 Fed. Reg. 21746~
2!753 pubhshed May 19, '1982.° Under amended 937

clearly raises new issues’ wlnch could not’ hav been
earlier presented, and thereby constitutes a new pro-
test. Protests which will niot be éntered in the applica-
tion file include those further submissions in ‘violation
of $37 CFRC‘ 1.291(c) by which protestor” seeks to
participate in the examination process. For example,
mere argumems relating to an Office action or an ap-
plicant’s response would not qualify as a new protest.
Likewise, addrtmnal comments secking to bring in
further or even new data or information with respect
to an rssue prevrously ‘raised by prateslm would not
qualify as a new protect Even new protests which
also argue Office actions or responses or any matter
beyond the new issie should not bé accepted. Im-
proper protests will be refused consideration and re-
turned by the examining group director unless issues
mvolvmg 937 CFRQ‘ 1.56 are involved in which case
the retarn of the improper protest will be made by
the Office of the Assistant Commissioner for Patents.
While improper protests will be returned, a new pro-
test by an earlier protestor will be proper and can be
entered if it is clearly limited to new issues which
could not have been earlier presented, and thereby
constitutes a new protest.

1902 Protestor Participation in Interviews [R~3]

Under amended 37 CFR 1.291(c), protestor partici-
pation in interviews is not permitted where the pro-
test was filed after December 8, 1981: see
“Interim...Protest...Procedures” published December
8, 1981 at 1013 O.G. 18-19; 47 Fed. Reg. 21746-21753
published May 19, 1982. In protests filed on or before
December 8, 1981, protestor participation is governed
by the rules and procedures in effect prior to Decem-
ber 8, 1981. Any such participation rights, in an appli-
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cation where, theptotest«wnsﬁled onqrbeforeDe-
cember. 8, 1981, ere:limited 1o thatmpplmtnon and do
nof carry -forward . to any. continuing application. Any
protest filed in.a continving application. is. treated as 8
new; protest and will:be governed.by. the: procedures
in effect at the time said new protest is filed.

Whemaproteothnbeenﬁledmnnapphcauon
pmr to December 8, 1981, & protestor haviag sccess
to 'said - application can: request to be allowed to par-
ticipate in any interviews between applicants and the
examiner, or could reguest an interview with the ex-
aminer on protestor’s own behalf. However, inter-
views with a protestor, whether protestor initiated or
not, will not be permiited without applican,t‘s pres-
ence. ‘An examiner should never communicate orally
with protestor except for purely procedural matters
unléss applicant is represented and protestor must re-
frain, unless applicant is ‘representéd, from oral cori-
munication’ with the examiner except to ask purely
procedural ‘questions ‘not related tothe substance ‘of
the protest or the merits of ‘the applrcanon No oral
comiituriications” between the’ examirer and' protestor
are pernutted rf t!re protect was ﬁled aﬁer December
8 1981

Normally, protestor pa.rtrcrpauon in interviews' wrth
examiriers Will not be allowed unless speciai Justrfymg
circumstances exist. Where authorized, participation
by the" protestor in an interview will be’ ‘according 10
gurdelmes 'set forth below in QMPEPQ‘ 1902.01. .

Where copres’of Ofﬁce actions are belng sent to a
protestor or where protestor is present at an inter-
view, a copy of the “Interview Summary Form” and
other records made at the interview (excludmg any
ttanscnpt) will be provrded t0 the protestor. Where
protestor participates in an interview, protestor may,
or may not be required to, submit his.or her own
record of the interview which will be made of record
in the file.

190201 - Guidelines for Inter Partes Interviews

Subject to the restrictions noted in DMPEPC‘ 1902,
the authority for granting inter partes interviews re-
sides with each group director, unless treated by the
Office of the Assistant Comrmssroner for Patents due
to a request included in a paper before the Office of

the Assistant Commissioner for Patents. Protestor par-

ticipation in interviews with examiners will not be or-
dirsasily be permitted unless protestor has access and
Justrfymg circumstances exist. Where authorized, such
participation will be according to the following guide-
lines. The “guidelines” are being issued so as to pro-
vide some uniformity as to the propriety of interviews
and the manner in which any such interviews, if
granted, are to be conducted.

1902.01(a) Justifying Circumstances for I[nter
Partes Interviews [R-3)

As discussed in PMPEP§ 1902, protestors are not

permitted to participate in interviews in applications

where the protest was filed after December 8, 1981.
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Hewwﬂmm apmmtwbm filed in'an appli-

uﬁbmon»o‘fﬁ’kefore ‘December 8;1981, a protestor

having sccessito said upphestiun mw request: to- pnr-

ticipate in interviews it said ¢

b lmerpnrtecmtervrewsmuwulyduetoareqm
y:

= e ther pnmary exsiminer- who feeh that an mter
partes interview would be useful, -

2, the: applicant who. deurm 1o have the protestor
present, .

3. the protestor who desu‘es to be mcluded at an
mtervxew, L

4. the protestor who wmm t0. uutmte an mtervrew,
or:

5 a Court wlth related lmgatron whlch deares an
interview be held. .

. Requests under categones l, 2, and 5 should nor-
mally be granted since it is the primary. examiner who
is requesting an inter partes interview, the applicant
‘desiring the presence of the protestor at an interview,
oraCourtdesmngﬂmtthepartlesbepermrttedto
conduct. an. interview . with the ;examiner.. In. any. of
these. srtuauons, -the group.. rhrectot shoulwinonmlly
grant permission for an inter partes interview; unless
other. reasons, are present which, in the group disec-
tor’s : opinion, . would negate the desnrabrhty
such..mtervrew. )

. Requests under category 3 are mos often encoun-
tered insofar as inter, partes mtemews are concerned.
Examples of situations in which an_ rnter partes ter-
view should normally be granted mclude those in
whrch

"1 the court has stayed the lrtrgatxon and/or ‘has in-
vited or requlred defendant (or plamttﬁ' in d declara-
tory judgiment action) to partxcrpate in the relssue pro-
ceedings and to be accorded “full partncrpation” in the
Patent and Trademark Ofﬁee de!iberatxons,

2. the nature of the issues would appear to make
such an interview desirable, as for example, issues re-
lating to public use, prior sale, inventorship and com-
plex prior art; and

3. for other reasons where the examiner and group
director feel that the protestor’s participation would
be helpful.

Requests under category 4 usua!ly would not be
granted since a protestor cannot initjate an interview
with the examiner or attend such an interview absent
an agreement by the applrcant to also be present and
participate.

In any event, for an inter partes interview to be
conducted a protest must kave been filed in the applica-
tion by the protestor prior to December 8, 1981, and
the protestor must have access to the application.

1902.01®) Circumstances Where Inter Partes
Interviews Would Normally Not Be Justified
Many protests are filed wherein there is no court
litigation involving the parent patent. In these situa.
tions, the decision as to whether or not to grant pro-
testor’s request to participate in an inter partes inter-
view must be considered from the particular facts of
each application.

fev. 8, May 1966

MANUAL OF PATENT EXAMINING Pkocr-:nuns'

1o Notudlly, ‘fmﬁmwmrmof. N
nature has been relied upon in the protest % support

allegations ge tentability, an inter pastes interview
would 'awfﬁPﬂmte since the primary examiner
shiould be capable’ of interpretii g} 'the art. (However,
in Some circumsténces, protestor participation may be
onsidered veeful and jostity particiption),

*'Other issues’ which would not uomu!ly “justify an
inter partes intervrew involve, for’ Example, 35 US.C
101, 251, and 112,

No interviews will be 3ranted protestor where the
protest was filed in an apphcatlon aﬁer December 8,
1981.

1902 Ol(c) Nm of Interviews SRR

If the protestor paruclpatron at any mtervrew has
been prevrously approved -applicant must_thereafter
request -any interview  in advance of the- requested
interview, date. and must, fepresent at that time that
protector ‘has. recetved actual notice. (by telephone, if
necessary) of the mtervxew request and been offered

not hold any intervi )
with apphcant s ant’s; .rep!
the examiner. is_satisfi ed that. p‘rotestor ‘has, received
actual and tzmely notice of {the interview and has been
offered .an opportumty to partrcxpate Of .« course, this
caveat does not relate to non-substantive matters such
as status inquiries, byt does. mclude subsequent inter-
views initiated by the. examiner or applicant even if
only for minor amendments such as those occurring
in examiner amendments For minor matters, confer-
rence calls may be utlhzed if arranged by the parties.
For those interviews requested by, the primary ex-
aminer .and approved by the group director, the
schedulmg of the interview should be coordinated by
the examiner.

1903 Guidelines for Condueting Intemews

Once an inter partes interview has been scheduled,
the parties should be provrded with gmdelmes by, or
at the direction of, the group director as to the
manner in which the interview will be conducted.
These guidelines should address the following points:

1. The issues the examiner desires particularly ad-
dressed.

2. A requirement that applicant or protestor identi-
fy to the examiner the issues which applicant or pro-
testor particulasly wish to discuss prior to the inter-
view along with an indication that the other party has
been apprised of these issues.

3. A limitation as to the number of representatives
from each party permitted to participate at the inter-
view (normally no more than 2 or 3).

4. State that the supervisory primary examiner or in
the supervisory primary examiner’s absence, another
primary examiner, will sit in on the interview.
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dkcmom relating to mu offnud and/or duty of
MMre

smmemterwewwmucomrolledbythem
maryeummerandmllbetermmatedatmeducre-
tion of the primary examiner.. . -

9. The guidelines may specnfy tune hmlutnons
wh:chmayonlybeexceededmtheexmnersdmre—

tion.
|10, Thc locauon at wluch the mtervxew wxll be

1903.01 Reeord of Imﬂiews SPETTERT

Follmmng the: mterv:ew, Ahe pnmary examiner. will
reqmre each of ‘the partics: to: submit, for the record
and to the other parties, & short summary of what the
parties feel transpired at the interview, unless a court
reporter has been allowed at the interview. A period
of two weeks should be ample time for submission of
the comments.

If the director determines that a court reporter’s
presence is desirable at the interview (if requested and
paid for by any of the parties), then a transcript of the
interview must be forwarded to the examiner as soon
as it is available and af no cost to the Patent and
Trademark Office. The party or parties requesting the
court reporter must agree, in advance, to bear the
total cost of the same, including the costs of any tran-
scripts, and must make all the necessary arrangements
for securing the reporter.

If a court reporter is not present, the primary exam-
iner must complete “Interview Summary Form PTO-
413” at the conclusion of the interview briefly sum-
marizing the issues discussed, without commitment
thereon, and provide each of the parties with & copy
thereof.

If the protestor has not been granted permission to
participate at an inter partes interview, but has been
granted service of all Office communications of sub-
stance, it is appropriate that a copy of any interview
summary be forwarded to the protestor as soon as
possible. Applicant still has the usual responsibility to
record the substance of the interview and protestor
has the opportunity to make any observations or com-
ments in relation thereto.

1904 Protestor Participation Before the Board
E)é 30]Pstent¢ Appeals fand Interferences§

A protestor cannot appeal a decision by the examin-
er adverse to the protestor to the Board of pPatent§
Appeals and Interferencesq. Further, where the pro-
test was filed after December 8, 1981 in an applica-
tion, a protestor is not permitted by amended 37 CFR
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 §Patentq Appeals fand Interferencesdy, who interids to

file comments or a brief, without fee, in opposition to
applicant’s. brief should ﬁle an indication of such in-
tention within one month after. the Nouce of Appeal
under 37 CFR 1.191 is filed and servencopyofthe
same  upon apphcant The. mdncanon of intention
should state that protestor. agrees to. file such com-
ments or brief in triplicate, within one month after ap-
pllcant's brief is filed, and also agrees; gerve & .Copy
If

gerved, no assurance is gnven “that the examiner will
consider the protestor’s comments or brief during the
preparation of the Examiner’s Answer.

Such protester who participates by the filing of
comments or a brief in opposition to the applicant’s
brief may also reguest, at the time of filing the com-
ments or brief, to appear at any oral hearing which
may be requested by the applicant. If a protestor does
not file such comments or brief, the protestor cannot
be present at any oral hearing. If a protestor does file
such a request, the Board of pPatent¢ Appeals pand
Interferencesd, in its discretion, will decide whether
or not the issues on appeal are such that protestor’s
paticipation at the hearing would be helpful. The
Board of pPatent§¢ Appeals pand Interferences¢ will
notify protestor whether or not the request to appear
at the oral hearing is granted and, if granted, how
much time will be permitted. Of course, if applicant
does not request an oral hearing, or provides timely
notification to the Board and protestor that applicant
will not appear, the protestor will not be heard.

In rare circumstances, the Office has on petition to
the Commissioner also permitted a protestor with
access to the application to include, in protestor’s
comments or brief, a request that the Board make one
or more rejections under 37 CFR 1.196(b): note In re
Khoury, 207 USPQ 942 (Com'r. Pats. 1980).

1906 Supervisory Review of an Examiner’s Deci-
sion Adverse to Protestor [R-3]

As pointed out in PMPEP¢* 1904, a protestor
cannot appeal to the Board of §Patent§ Appeals Hand
Interferences@ from an adverse decision of the exam-
iner. Further in an application where the protest was
filed after December 8, 1981, a decision by examiner
adverse to a protestor is final, and under the restricted
protestor participation permitted under amended 37
CFR 1.291(c) is not petitionable to the Commissioner:
see “Interim . . . Protest . . . Procedures” published
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knowledgment of any right of review in the protestor.

1967 Usnsuthorized Purticlpation by Protester
Office personnel must exercise care to ensure that
substantive matters relsting to the application are not
discmsedexpartewnhptotestororcommummtedm
writing ex parte to protestor. Where protestor has not
filed & protest or otherwise pamcipated in an spplica-
tion prior to December 8, 1981, the examiner must
not communicate m any manner thh protestor note
37 CFR 1.291(c).
' Where protestor has parucnpated in the apphcutxm
on or before December 8, 1981 and has accm to the
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zemnhd tomphcmtatthcmwg is mailed to

rOLeston Bvenwhqrccommminwnm
commumcateomlly wnhptommandpcomtormuu
refrain from oral communications with the examiner
except, to ask purely procedural questions which have
no relation to the substance of the protest or the
merits of the application, unless y- author-
lzedmwntmg by theAssmtantCosmnomfor Pat-
ents.

1920 Citsﬁon of Prior Art Under 37 CFR

1 501(0) [R-3]

37 CFR 1.501(a) permits any person at any time
during the period of enforceability of a patent to cite
to the Office, in writing, prior art consisting of patent
and printed publications which that person states to
be pertinent and applicablé’ to the patesit and believes
to have a:besring-on the patentability of any claim(s)
ot' the pmmt SeebMPEPQ‘ 2202-2208 o
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