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This Chapter desls with the duties owed toward
the Patent and Trademark Office by the inventor and
every other individual who is substantively involved
in the preparauon or prosecutxon of the apphcanon
and who is associated with the inventor or the inven-
tor’s assignee. These duties, of candor and good faith
and disclosure have been codified in 37 CFR 1.56, as
promulgated pursuant to carrying out the duties of
the Commissioner under Sections 6, 131 and 132 of
Title 35 of the United States Code.

Also covered is subsection (c) of § 1.56 involving
possible striking of an application where signed or
sworn to in blank, or without sctugl review by the
applicant, or where altered or partly filled in after
being signed or sworn to.

This Chapter treats rejecting by the Office under
§ 1.56(d) of an application where it is established that
a “fraud” has been practiced or attempted to be prac-
ticed on the Office or where there has been any “vio-
lation of the duty of disclosure” through bad faith or
gross negligence. The standard of proof required to
establish “fraud” §, “inequitable conduct”§ or “viola-
tion of duty of disclosure” is treated in this chapter.
In addition, some aids to attorneys and agents for
helping ensure compliance with the duty of disclosure
are presented herein.



allegations raising possible questions of “fraud”, “in-

eqmb condect”, or. "vialation of duty of disclo- -

;?e. wmmmwmm:iggmmmahng
applica containing ' ‘such questions by the
Office of the Assistant Comir for Patents.

Theapplmtxonofﬂl.ﬁbythe()fﬁcemustbe‘

kdoneonacasebycasebasls It is not poesible to set
hard snd fast policies which cover every situation. It

is the intent of the Office to apply § 1.56 in a reasona-

blemdfurmannercarefullywetghingthefactsand
g much as’
those bound by the duty of disclosure. Note In re

Stockebrand 197 USPQ 857 (Comf. Pats. ‘1978);
upheld in District Court for Mass; Digital Bqulpment :
Corp. v. Parker, 206 USPQ 428 (1980), and later re-
versed by Court of Appeals for First' Circuit, Digital"
Equipment Corp. v. Dxamond 210 USPQ 521 (1981) -

And, OrthOpedic Equipment CovAll Orth opedtc
-2 1-2

O’I‘he Court statedeP Stevens&Co V. Lef;:y

Tex, Ltd 223 USPQ 1089 1094 (Fed Cu' 1984)

“of Disclosm'e, Candm-
Faith [R=3]
37 (‘FR § l 56. Duty of duclamre. fmud stn'lang or mjectwn of ap-

2001 Dim‘?

(&) A duty of candor and good faith towsard thef Patent and
Trademark Office rests on the inventor, on each sitorney. or agent

who. prepares ot prosecutes the applmuon and on every other indi-

wdual who is substanuvely involved in the preparation or prosecu-

tioa of the apphcaﬂon and who is associated with the inventor,
wttb the assignee or with anyone to whom there is sn'obligation to

assign the aspplication. All such individuals bave a duty 1o disclose
10 the Office information they are aware of which is meterial to the
ezamination of the application. Such information is material where
there is a substantial likelihood that a reasonable examiner would
congider it important in decldmg ‘whether to allow the application
o issue s & patent. The duty is commensurate with the degree of
involvement in the preparation or prosecution of the application.

{b) Disclosures pursuant to this section may be made to the
Office through an attorney or agent having responsibility for the
preparation or prosecution of the application or through an inven-
tor who is ecting in his own behalf. Disclosure to such an attorney,
agent, of inventor shall satisfy the duty, with respect to the infor-
mstion disclosed, of any other individual. Such an attorney, agent,
or inventor has no duty to transmit informstion which is not mate-
rial to the examination of the application.

{c) Any application may be stricken from the files if:

(1) An oath or declaration pursuant to § 1.63 is signed in biaak;

(2) An oath or declaration pursuant to § 1.63 is signed without
review thereof by the person making the cath or declaration;

(3) An oath or declaration pursuant to § 1.63 is signed without
review of the specification, including the claims, as required by

5163(1’)
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for Pawm. of applmt:om contammg mfomatm or

‘possible, the ' intents and judgments of

163rcf

“application,
epon: widch the

i spplication.
relies, or (2) that there wes any violstion of the duty of disclosure

through bed feith or gross megligence in connection with the appli-
mm-mﬁmwithmypmmmﬁuumumwhkh
the application relies
(e)mexmmnonofmapplienﬁonforeomplhneewnhm
graph (d) of tiis section will normally be delayed entil such time as
(1) sll other matters are resolved, or (2) appeliant’s reply brief pur-
suznt to § 1.193(b) has been veceived end the epplication i other-
wise prepared for consideration by the Board of Appeals, st which
time the appeal will be suspended for examipation pussuant to para-
greph (d) of this section. The prosecution of the spplication will be
recpened to the extent necessary to conduct the exmmination pursus
ant to paragraph (d) of this section including any sppeal purivent

to § 1.191. l!anappealhunlreadybeeaﬂbdwednqarepcuon:

ﬂwhmdypeummdmywcompmmgpapmmﬂbeenwed“?

in the application file if the petition and accompenyiag papers (1)

specifically identify. the: application: to. which.the: petition: is direct-

ed, and (2) are either served. upon the applicant. in accordance with

§ 1.248, or filed wnthtthﬂ'ice_m dup!mtemtheeventservncens,

@® A pctmon td strike an applmnonk from the ﬁlen submitted in

accordance with the second ,sentence)of pmgraph i(t) of this sec-

tion” will be consldered by {
entry of such a petition in a reissue appbcauon file will be sent to
the member of the public filing the petition. A member of the
public' filing suck & petmon it sn apphcatton for -en original patent
will not receivé sny commivfications from the Office’relating to the
petition, other thin the feturn: of o self-addressed postcard which
the member of the public may include with the petition in order to
receive an acknowledgement by the Office that the petition has
been received. The Office will communicate with the applicant re-

dmg .amy such petition eatered in the application file and may
require the applicant to respond to the Office on matters raised by
the petition. The active participation of the member of the public
filing a petition pursuant to paragraph @y of this sect:on ends with
the filing of the petition and no further submission on behalf of the
petmow will be acknowledged or considered unleéss such submis-
sion raises new issues which could not heve been earlier presented,
and thereby comnstitutes & new pemlon i

(h) Any member of the public may seék to have the claims in an
application rejected pursuant to paragraph (d) of this section by
filing & timely protest in eccordance with'§ 1.291. Any such protest
filed by an attorney or agent must be in compliance with § 1.346.

(i) The Office may require applicant to supply information pursu-
ant to paragraph (8) of this section in order for the Office to decide
any issues relating to peragraphs (c) and (d) of this section which
are raised by a petition or a protest, or are otherwise discovered by
the Office.

37 CFR 1.56 defines the duty to disclose informa-
tion to the Office and the criteria for rejecting an ap-
plication when that duty is violated.

Subsection 1.56(a) provides that a duty of candor
and good faith toward the Office rests on the inven-
tor, on each attorney and agent who prepares or pros-
ecutes the application and on every other individual
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wha ls g

sssociated with thekhvmtororthe}nmwﬂuﬁm |

ee. Section 1.56 elso mvidel(thlt
attothrzcy. agent, and individual

“1.56() ‘how ”‘lm pursuant
tonss(a)mybemwtheomee.&ctiom
l%)%mnmtkuthuehnqmdfmduclo-
mruofnonmmﬁdlnmmntion s
Section 1.56, us smended in 1977, represents & mere
codification of the existing Office policy and is con-
mtentwiththeprevulmgcuehwmthefederd
courts.
'IheCourtoprpuhmeeTemperCorp v.
CF&I Steel . Corp USPQ 412, 419 (lOt.h Crr
1979) noted ;
“thumefmmurtmmlyonmrch l. rmm:hem
ment of Patent Office Bule 36, thet patent tppliemnwere put
underlnexprmobhmhymletodmc : material informet
unocdupoﬂuveump!annﬂ’sduﬁesu “apiplican
mgeuelawontheobhwonohpplicmtstodac!aepermh-
fomauonormmorfnepomblemvahmonhem
once issued. See Heozel-Atles Glasg Co ‘vl'lgmf angire 0., 32
US. 238,61’ USPQZ“(Snpf 1944);" Admieal Cos
RadloCorp 96 F. 2d 708, 131 USPQ 456 (IOth
an Drrscoll., Vi Cebalo, 221 USPQ 145, 750-751
(Fed. Cir. 1984), the Court cmng True Temper con-
cluded, e
“thereguhtwn[SecmlSé}enenmlly ‘1 codificatios
the cleanhmds mmmuepphedtopn
TheCourtnotedmArgusC al Corp:. v
Glam—Evetcoat Co. Inc,, 225 USPQ 1100, 1102 (Fed.
Cir, 1985), . .
“lnthruppealwelayrorutmyfunberargumcntﬂmmﬂxepm
the standard for disclosure of known prior ast only required that a

reference which fully snticipated a patent, thereby destroying nov-
elty under 35 U.S.C. 102, was requrred to be dmclosed to ‘the PTO

under an applicant’s duty of candor.”’§

The Court of Appeals for the Federal Clrcmt stated

in Kansas Jack, Inc. v. Kuhn, 219 USPQ 857, B62

(1983), when evaluating conduct occumng from 1967
to 1971, -

Whereonewhoknew orshould haveknown, thatapweeof
pnorart,orothetmformmwou!dbcmateml,u..mpomtw
the PTO in making its decision, a failure to disclose. that art or in-
formation can be sufficient proof that a wrongful intent existed to
misfead the PTO, and may résult in a finding otwhathascometo
be called fraud on the PTO.” -

See also U.S. Industries, Inc. v. Norton Co., 210
USPQ 94, 108, 110 (N.D. New York 1980); USM
Corp. v. SPS Technologies, Inc., 211 USPQ 130, 131
(N.D. Iilinois, E. Div. 1981).’

The Court in Norton v, Curtiss, 433 F.2d 779, 167
USPQ 532, 544 (C.C.P.A. 1970) stated that

“ltlhe ex parte prosecution and examinastion of & patent spplication
must not be consideved as an adversary proceeding and should not
be limited 1o the standards required in inter partes proceedings.”
Thus, the “highest degree of candor and good faith”
is required of those participating in proceedings
before the Office: Kingsland v. Dorsey, 338 U.S, 318,

2000-3

US. 806 65 USPQ 133 (1945) e
197‘7 RUI.B CHANGB ' '
Thepurpoceofthe mleclungum 1977. promul-
gated in the Federal Register Notice, 42 Fed. Reg.
5588 ‘(Jan. '28. 1977),‘955'0.0.1 10547(Feb. :22.’ 1977),
was ; N
“to improve the quallty lnd relubrmy ofiuued pntenu"' o :
The prnmary purpose of many of the provruons ofthe
rules is to place prior art before the Patent and Trade-

mark :Office  for . évaluation. - This- ' was' the pnnerpal
focus of the now caneelled rerssue provrsrorrs in

tmn of vahdxty, xs generally strong. when pnor m is
before the Office, and weak when it is not; for exam-
ple, see. Bolkcom v. Carborundum; Co.; 523 F.2d: 492,
498, 187 USPQ: 466, 471,472 (6th: Cir. 1975); and
John: Deere Co. of Kansas City v. Graham. 333 F.2d
529, 530, 142 -USPQ 243,244-245 (8th- Cir. 1964), af-
ﬁrmed 383 U.S. 1,148 USPQ 459(1966). -

" Under'§ 1:175()(4) practice, the Board of M’atentq
Appeils pand’ Interferencesq would, where reissue ap-
plicant appealed an adversé decrsron by an’ Exammer
on patentabrlrty of the claims as patented render an
advisory opinion as to the propriety of the examiner’s
rejections. The C.C.P.A. has, however, refused to
review the Board’s advisory opinions citing lack of
jurisdiction by the C.C.P.A. to entertain such appeals:
In re Dien, 214 USPQ 10, 14 (1982); In re Bose, 215

USPQ 1, 4 (1982)

1982 RULE CHANGES

The rule changes i in 1982 promulgated in the Fed-
eral Register Notice, 47 Fed. Reég. 21746 (May 19,
1982), 1019 O.G. 37, April 6, 1982 (1) eliminated
§ 1.175(a)(4) and the so-called “no defect” reissue ap-
plications thereby discontinuing the advisory actions
provided pursuant to subsection (a)(4); (2) amended
§ 1.291 by the addition of paragraph (c) indicating
participation by a member of the public ends with the
filing of a protest; and (3) amended §1.56 by reviging
the title and paragraph (d), and adding new para-
graphs (e) through (i), to provide for the rejection of
claims upon examination pursuant to 35 U.S.C. 131
and 132,

Bev. 3, My 1986




wbstsatively involved in the preparetion or prosecution of the ap-
plication end who i sseocisted with the inventos, with the assignee
ﬂMumwmmmumobﬁmwﬂmmnppn
lndi\nduals lavmgtduty ofdnsc!omrearehmttedto
those who are “substantively involved in the prepara-
tion or prosecution of the application.” This is intend-
ed to make clear that the duty does not extend to typ-
im,cletb,mdnnnlarpemonnelwhoamtwuhan
apphcauon
Thmphrue,whentakcnthhthehstsmtenceof
§l$6(a), is believed to provide an adequate indication
of the individuals who.are.covered by. the duty:of dis-
closure., The word. "wnth” ;appears in the first sentenee

involved ‘in the preparation’ orprosecut!on ‘of the ap-
plication,; and actxonsbysuch individuals' may affect
the rights of the corporation or ‘institution. Corporate
records or information which:is knowin'to, or- reason-
ably should be kmown o, the individuals covered by
§ 1.56(a) falls within the duty of disclosure. Other cor-
porate records or information: not known: to the indi-
viduals covered by § 1.56(a) does. not- fall within_the
duty of disclosure, unless such records or information
reasonably should have been known to ‘'such individ-
uals. See “Duty of Reasonable Inqulry in § 2001 02.

200102 Extent of Dnty To Disclose [R—3]

37 CFR 1.56(a) provides, L
“the duty is commensurate with the degree of involvement in the
prepasation or prosecution of the application.”

" DuTY OF REASONABLE INQUIRY

Case law supports that there exists a duty of rea-

sonable inquiry. In Chas. Pfizer & Co. v. Federal
Trade Commission, 159 USPQ 193, 199 (6th Cir.
1968), certiorari denied 161 USPQ 832 (1969), the
Court stated,
“We sgree with the Heasing Examiner that if Cyanamid’s patent
representative did not know the true facts, he was nevertheless
under & duty to know them and under a duty to reveal the truth to
the patest examiner.”

The court, in Movidyn Corp. v. Hercules, lnc., 185
USPQ 116, 122 (. Minn,, 4th Div. 1975), stated its
belief that
“where ignogance is the only excuse for a misrepresentation it is
not & sufficient excuse if it appears from all the circumstances of
the case thet the party making the representation was feirly warned
that it might not be true. Hercules failed in an affirmative duty to
investigate further the representations it made to the Pateat Office

Rev. &, May 1986

udyhdadwywhqﬁrehwiumorwrdywtygif
mmdmmtﬁcm ‘

in SCM andioCorp ofAmenca.
167 USPQ 196,206 (S.DNY l970)theCourtindwat-
ed,

“hwhn[oouueh]dutyﬁoﬂornhmlf Hecouldnot

avmdtuponn‘blhtybytrym;noth‘wethedeuds"' ,

$The duty of disclosure extends to information that
a person covered by section 1.56(a) “kaew or shiould
have known” would be material: Kansas Jack, Inc. v.
Kuha, 219 USPQ 857, 862 (Fed. Cir.- 1983) In. re Jer-
nbek, 229 USPQ 530 (Fed Cir.: 1986)0
the §

“ncelyrepresentedncodxﬁe-nonol‘emungcaulawontheobh-
gmon of apphcants to dmloue pe:tment mformahon or pnm'

Certainly the *“duty of reasonable mquu'y” such as
represented by, the above cited cases is an intergral
part of and included in the duty of disclosure. For in-
stance, if an’ apphcant or apphcant’s attorney is aware
of facts' which indicate a reasonable possibility that a
bar to patenting or information material to examina-
uon may- exist, they are expected to make reasonable

ies to ascertain such information and to submit
such to the Office.

2001. [(1,13-3]T° Whom Dmty af Disclosure is Owed

37 CFR §1.56(a) states that the “duty of candor
and good faith” is owed “toward the Patent and
Trademark Office” and that all such individuals have

8 “duty to disclose to the Office” material informa-
tion. This duty “toward” and “to” the Office extends,
of course, to all dealmgs which such individuals have
with the Office, and is not limited to representations
to or dealings with the examiner. For example, the
duty would extend to proceedings before the Board

of * ** Patent Appesls andq Interferences, the

Office of the Assistant Commissioner for Patents, etc.
2001.04 Informetion Under 37 CFR 1.36(a)
Subsection 1.56(a) sets forth

“s duty to disclose . . . Information they are aware of which is me-
terial to the examination of the application” (emphasis sdded).

The term “information™ as used in § 1.56 means all of
the kinds of information required to be disclosed and
includes any information which is “material to the ex-
amination of the application.” Materiality is defined in
§ 1.56(a) and discussed herein at § 2001.05. In addition

2000-4




w0 ‘priot #it aich ‘as’ M M piblications]
‘cludes;  for &k ey anc Py o, §1 m
public. uses, sales, offers {0 tell derivaa mm‘e’

{pﬁormvemioabymother inmmdﬂpoouﬂicu.md

Them“mmahon"umwtobedlu—
mmmmwmmummum
cutsed: with - respect to - §1.291(e) - (see § 1901.02).
However, a8 -discussed in' § 2001.05, § 1.56(s) is not
limited to informetion which would reader the claims
unpatentable, but extends to any information “where
there is & substantial likelihood thet a ressonsble ex-
aminer would coosider it important im deciding
whether to allow the application to issue as a patent.”

It should be noted that the rules are not intended to
require information favorable to patentabthty such as,
for enmple, evidence of commercial success, of the
‘invention. Similarly, the rules are not intended to re-
quire, for example, disclosure of information concern-
mgthclevelofshllmthemfotpurpoaesofdeter-
‘mining cbviousness.”

200105 Materislity Under 37 CFR 1.56() [R-3]

mmymamofwhchmmmlmﬁemmimmoﬂhe
application (emphasis added).” . ;. ..

- “Material” connotes something more than a trlvml
‘relationship. It appeats: commonly m court opxmons
~Subsectlon 1.56(a) eluctdata,

~ “Such information i materisl where there is' s substantial tikeli-
hoodthnarwomblcmm:mwouldmumpomntmde-
ciding whether to allow the application to issue 23.8 patent.”

This sentence paraphrases the definition of material-
ity used by the Supreme Court in TSC Industries v.
Northway, 426 U.S. 438, 48 L.Ed. 2d 757,96 S. Ct.
2126, 44 U.S.L.W. 4852 (1976). Although in that case
the court was concerned with rules promulgated by
the Securities and Exchange Commission, the Court’s
articulation of materiality is believed comsistent with
the prevailing concept that has been apphed by lower
courts in patent cases.

The definition. ofmatetmhtym&lﬁhastobem-
terpreted in the context of patent law rather than se-
curities law. Principles followed by. courts in_ securi-
ties cases should mot be translated to patent cases
automatically. It is noteworthy, however, that in for-
mulating the definition of materiality in TSC Indus-
tries the Supreme Court noted .that the standard of
materiality should not be so low that persons would
be “subjected to liability for insignificant omissions or
misstatements,” or so low that fear of liability would
cause management “simply to bury the shareholder in
an avalanche of trivial information a result that it is
hardly conducive to informed decision ing.”

Although the third sentence of § 1.56(a) refers to
decision of an examiner, the duty of disclosure applies
in the same manner in the less common instances
where the official making a decision on a patent appli-
cation is someone other than an examiner, e.g., a
member of the Board of Patent pAppeals andg Inter-
ferences ¢ © ®, This is implicit in the duty “of candor

2000-5

(ccrA'mo)chmeeﬁud “mate-
riality” as being of “critical concern;” and indicated,

USPQ 532, 544

“{fln petent cuh.mrmyhumaﬁ -boen interpreted to
unMifMMOﬂlwhdhammeoﬂheoomp&teor
mmmmMMmMemM

However, the court then indicated at page 545 of
the USPQ citation its concern that “matenahty" not
be defined too narrowly by stating that

ﬂheﬁowtatmmtbespﬂhdtoomowlynﬁherdnﬁon&p
of coafidence and trust between applicants end the Patent Office is
to heve say real meaning. Findings of materinlity should not be
limited caly to thoee situations where there can be no dispute that
the true facts, or the complete fects, if they had been kmown,
would most likely have prevented the allowance of the particular

‘¢laims &4 isswe or altemuvely. would’ provide a basis for holdmg

thooeclumsmvnlld"'w

“hnourvwwthatnpm?umterpreumoftbe“mmmy
‘,dement offmudmthueomext must include. therein consideration

offwmnapmfmmtheobjecuvepntenuhhtyoftbechmat

e, pnrucuhrly {where ‘pousible) the subjective considerstions of
‘the exafminér snd the spplicant. Indications in the record that the

claims at izsue would not have been allowed but for the challenged
missepresentations. roust not. be overlooked due;io any ceriainty on
ihe part of the. reviewing, tribunel that the. claimed, invention,
viewed objeet:vely. should hiave been patented If it can be deter-
miged’ tbattheclnmswwld nothavebeen allowed ‘but fo# the mis-
representation, then' hie” facts: weré material’ of their
effect on the ob_pectxve question of patentebility.”.

~ Other courts have also treated the question of “ma-

teriality.” Thus, in In re Multidistrict Litigation In-

volving Frost Patent, 185 USPQ 729; 741 (D.Del.
1975),. the court characterized the question of “materi-
ality ” as follows: -

“Some varistion of the so-called “but for™ test has sppesred in
nearly every putcnt fraud case.

_ “ln other words, a fmdmg of fraud is warranted if, but for the
misconduct of the patetit applicant, the patent would not properly

‘have issued. This is what has been referfed to as an "objecuvc but

for test™.
® ™ ® © e
"l‘he seeond “but for™ tat is the so-called “subjecuve test”. This
test requires 8 court to examine the effect which fraudulent repre-
sentations had upon the examiner. If misrepresentations caused the
examiner to issue the patent, then this kind of “but for fmud" will
be found.

“The final “but for” test hes been lsbeled “the but it may have™
test, i.e., courts look to whether the misrepresenitations made in the
course of the patent prosecution may heve had an effect on the ex-
aminer.

[:] @ L] L] ]

“kHence, in this Circuit, & misrepresentation which mekes it “im-
possible for the Patent Office fairly to assess [the] application in the
prevailling stautory criteria . . . will, given the requisite intent, lead
to 8 finding of invalidity.”

Citing Digital Equipment Co. v. Diamond, 653
F.2d 701, 210 USPQ 521 (Ist Cir. 1981), the Court of
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nondisclosure wes ‘wrongful® (Digitel Eqeipment Corp. v. Dh-
mond, supra at 716, 210 USPQ at 538" -

The Patent and deemark Office “standard” set
forth in 17 CFR 1.56, as amended in 1977, “merely
represented a codification of existing case law on the
obligation of applicants to disclose pertinent informa-
tion or prior art”: True T Corp. v. CF&I Steel
Corp., 202 USPQ 412, 419 (10th Cir. 1979). PNote
JP. Stevens & Co.. v' Lex. Tex, Lid., 223 USPQ 1089,
at 1092 (Fed. Cir. 3 re Jeubek. 229 USPQ 530
(Fed. Cir. 1986)¢ i+ o

- The Court of Appeals fo’r the'
‘in’ Rohm & Haas Co. v. Crystal

Chcuucal ‘Co.,
e e 722 F.2d 1556 220 USPQ 289, 300 (Fed Cu-
1983). cert. denied, 105 S. Ct. 172 (l984)¢, that - -

“filn contrest to cases where allegatwmsof frand ase based on the
wuhholdlugofpmrau,thcteunorwmtoarzwtmtmbrmmon
offa!seutﬁdavxtsmnmmatmal" , o

2001.06 - Seurces of - Information ‘

All individuals covered by §1.56 (see § 2001 Ol)
have a duty to disclose to the Patent and Trademark
Office all material information they are aware of, or
reasonably should have been aware of (see § 200.02),
regardless of the source of or how -they become
aware of the information. Materiality controls wheth-
er information must be disclosed to the Office, not the
circumstances under which or the source from which
the information is obtained. If material, the informa-
tion must be disclosed to the Office. The duty to dis-
close material information extends to information such
individuals are aware of prior to or at the time of
filing the application or become aware of during the
prosecution thereof.

Such individuals may be or become aware of mate-
rial information from various sources such as, for ex-
ample, co-workers, tradeshows, communications from
or with competitors, potential infringers or other third
parties, related foreign applications (see § 2001.06(2)),
prior or copending United States patent applications
(see § 2001.06(b)), related litigation (see § 2001.06(c))
and preliminary examination searches.

2001.06(a) Prior Art Cited in Related Foreign
Applications
Applicants and other individuals, as set forth in

§ 1.56, have a duty to bring to the attention of the
Office any material prior art or other information

Bev. 3, May 1986

}where it is- the: oa&y'pnor m Wiﬂhwm it has

‘Umted States duciomre reqmremeuts *

been used in rejecting the same or similar claims in

the ‘foreign. application.. S¢e: Gemveto' Jewelry. Com-
‘peny;. Inc. v./Lembert: Broa., Inc., 216 USPQ 976
(8.D. New York: 1982) wherein:a patent was bield in-

valid or unénforcedble because: patentee’s foreign
counsel ‘did ‘not disclose to patentee’s United ‘States
counsel or 'to 'the Office pnormrt cited by the Dutch
Patent Office in connéction with the pateritee’s corre-
sponding Dutch apphcatnon The Court stated at 216
USPQ 985

“Fomsn patem‘attaw l'epmenmg apphcants foe U S pmnts
thiroagh local cor it firs surely must bs held to the same
standards of conduct whick apply to their American countetpans. 8
double ‘standsrd’ of ‘scctuntability would ‘sllow foreign  attomeys
and their: clients to éscape responsibility for fravd or  inequiteble

comduct merely by withholding from theJocal eonupondmt infor-

mation unfavorable to patentability and. claiming ignorance of

duty to bring to the attentioni- zof the exammer,
-other Office official involved with.the examination of

a . particular. .application;...information: within . their
knowledge as to other copendmg United: States appli-
cations which are “material to the examination” of the

application in question. As set- forth by :the court in

Armour & Co: v.- waft & CO 175 USPQ 70, 79 (7th
Cl.t 1972), Pl

“we think thiat it i unfair to' the busy’ éxaminer, no matter how dili-
gent and ‘well informed-he may be, o assume that he retains details
of every pending, file-in his mind when he is reviewing a particular
appltcmlon » [Tlhe applicent has the burden of presenting the
examiner thh a complete and wcurate record to support the al-
lowance of letters patent.” )

. See, also§2004atNo 8. .

Accordingly, the individuals covered by § 1 56(&)
cannot assume that the examiner of a particular appli-
cation is. necessarily aware of other appltcatlons ““mg-

terial to the examiination” ‘of the application in- ques-

tion, but must instead bring- such other applications to
the attention of the examiner: For ‘example, if a par-
ticular inventor has ‘different applications pending in
which similar subject matter but patentably indistinct
claims are present that fact 'must be disclosed to the
examiner of each of the involved applications. Simi-
larly, the prior art references from one application
must be made of record in another subsequent appli-
cation if such prior art references are “material to the
examination” of the subsequent application,

Normally if the apphcatton under examination is
identified as a continuation or continuation-in-part of
an earlier applncatxon the examiner will consider the
prior art cited in the earlier apphcatton The examiner
must indicate in the first Office action whether the
prior ast in a related earlier application has been re-




vnwedJmcorMy. mofthem
pdormneedbemadeinthehmtpm

2001 me)

Where tbe subject maﬁtgr;fot ‘which alpntent is
bems ght is, or has béen involved in litigation, the
existence of such litigation and any other material in-
formation sfising must be beought to the at-
tenition of the Patent and Trademark Office; such as,
for example, evidence ‘of possible prior public use or
sales, questions of inventorship; prior art, allegations
of “fraud” §, “mmtable conduct”§ or “violation of
duty of disclosure”. Such information - might arise
during litigation in, for example, - pleadings, admis-
sions, discovery including - mterrogntoru. deposmons
and other documents, and testtmony =

"Where a patent for which reissue is bemg sought is,
orhasbem,mvolvedmhﬂgaﬂonwhwhmseda
question ‘material to-examination: of thé reissue: appli-
cation, such as the validity. of the:patent,-or any. alle-
gation of “frasd””.§, “inequitable comduct”§ or “viola-
tion:of duty of disclosure”; the existence. of such: liti-
gauonmustbebmughttothea(tmmnoftheot’ﬁce
by the apphmt at: the tlme of,; or shortly afier, filing

tl.on, or.in 2 separate paper, preferably accompanymg
the. apphmhon, as filed. Litigation begun after filing
of the reissue applxcatnon should be promptly brought
to. the attention of the Ofﬁco The details and docu-
ments from the lmgatlon, insofar as they. are “material
to_the examination” of the reissue apphcatxon as de-
fined in 37 CFR 1.56(a), should accompany the appli-
cation as filed, or be submitted as promptly thereafter
as possible.

For example, the defenses raised against validity of
the patent, or charges of “fraud” or “inequitable con-
duct” in the litigation, would normally be “material to
the examination™ of the reissue application. It would,
in most sitéations be appropriate to bring such de-
fenses to the attention of the Office by filing in the
reissue application a copy of the court papers raising
such defenses. As a minimum, the applicant should
call the attention of the Office to the litigation, the éx-
istence and the nature of any allegations relating to
validity and/or “fraud” $or “inequitable conduct”§

relating to the original patent, and the nature of litiga- -

tion materials relating to these issues. Enough infor-
mation should be submitted to clearly inform the
Office of the nature of these issues so that the Office
can intelligently evaluate the need for asking for fur-
ther materials in the litigation. See § 1442.04.

$2001.06(@) Information Relating to Claims
Copied from a Patent [R-3]

Where claims are copied or substantislly copied
from a patent, 37 CFR 1.607(c) requires applicant
shall, at the time he or she presents the claims(s),
identify the patent and the numbers of the patent
claims. Failure to comply with 37 CFR 1.607(c) may
result in the issuance of & requirement for information
as to why an identification of the source of the copied

2000-7

i AND STRIKING OF APPLICATIONS

clsims wes not mac mditmmbcmnoi
further action sech as rejecting the ap .‘P“uu-
ant t0 37 CFR 1.56(d). Cleasly, the information re-
qwndbyﬂcmwm(c)ntothewmeofoopiqd
claime is material information under. 37 CFR 1.56(s)
mdwmmiqhmthePTOofmhinfmﬁon
may violate the duty of disclosure.¢ . = .

2002 WWBYWMMHWMW
37 CFR 1.56(b) provides,

Dncbnur«pumnmtot&ncﬁonmybemudetotheom
thrmhummamthvingmpombthtykﬂhew
tion or prosecution of the application or through an inventos wbo
is scting in his own behalf. Disclosure to such an attorney, agen
or inventor shall satisfy the duty, with respect to the lnformltlon
disclosed, of any other individual. Such en ettormey, egent, or in-
ventothnnodutytomanmtmformuonwhlchmmtmﬂuulto
the exsmination of the spplication.

200201 By Whom Made

37 CFR I 56(b) makes clear that mformatxon _may
be' disclosed to the- Office through an’ attorney" ‘or
agent of record or through a pro se inventor, and that
otheér ‘individuals may satisfy' theit duty of dxsclosure
to the Office by disclosing information to such an at-
torney, agent, or inventor who then ‘is fesponsible for
disclosing: the: same: to' thie Office; Information. that is
not material need not be passed” along 4o the. Office.

2002 02 Must be im Writing

It ls clear that the “d" lires . ; _ to the Office”
der in writi.g as prescnbed
by 37 CFR l 2. whlch ‘requu'es that

f=]ii . bmmeas with_ the Patcnt and, Trademark Ot'ﬁce shonld be
tmnuctedmwntmg“‘Theacttonofthe . Office will be
based exclus:vely on thc wntten record in the Oﬂ' ice.

Further as provnded in 37 CFR 1 4(b),

Since each application file should be complete in itself, a separate
copyofeverypapertobcﬁ!edmanappllcauonshonﬂdbeﬁu-
nished for esch application .to which the paper pertains, even
though the contents of the papers filed in two or more applications-
may be ldentlcal.

2002 03 Informatnon Dlsclosure Statement

As stated in 37 CFR 1.97(a),

As a means of complying with the duty of disclosure set forth in
§ 1.56, applicants are encouraged to file an .information disclosure
statement at the time of filing the application or within the later of
three months after the filing date of the application or two mionths
after applicant receives the filing receipt. If filed ‘separately, the dis-
closure sistement should, in addition to the identification of the ap-
plication, include the Group Art Unit to which the application is
assigned as indicated on the filing receipt. The disclosure statement
msy either be separate from the specification or may be incorporat-
ed therein.

While information disclosure statements are a pre-
ferred and one of the safest ways to comply with the
duty of disclosure, it is not necessarily essential to file
information disclosure statements under 37 CFR 1.97-
1.99 to comply with the duty of disclosure in 37 CFR
1.56.

For example, not commenting on the relevance of
information submitted, or not including a copy of the
document cited, will not necessarily constitute a fail-
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textcmﬂdteeuhmshowmof"vmﬁonofdmd
disclosure;” see, for example, Penn Yan Boats, Inc. v.
Ses Lark Boats, Inc., 359 F. Supp. 948, 175 USPQ
260 (S.D. Fla. 1972), affirmed 479 F.2d 133§, 178
USPQ 577 (3th Cir. 1973), certiorari denied 414 U.S.
874 (1974). _

37 CFR 1.97(b) provides .
- {b) A disclosure siatement filed in sccordance with parsgraph (e}
of this section shall not be construed a8 & representation thet @
search has been made or that no other materisl information 2 de-

fined in § 1.56(2) exisis. _
. ... STATEMENTS NoT mesn To Docuusms ,

vlnformatnon disclosure statements are, of -course,
notlimued 0. documents such as patents and pubhea-
tions. p;ovxded in § 1.98(2), information disclosure
statements may., d to bnng “other mformnuon
to.the, menuon of th

2002.63(0) Updating ol‘ Infomaﬁon Diselome
" Statement [R-3] -

Section 1.99 provides . that lf at anytime prior.to is-
suance of a patent, an apphcant, pursuant to his daty
of disclosure under § 1.56, wishes to bring to the at-
tention of the ‘Office addifional” patents, publxcauons
or other information not previously submitted, the ad-
ditional information should be submitted with reason-
able promptaess. For example, applicants have a duty
of bringing to the attention of the Office any material
prior art or other information they become aware of
from related United States applications, related for-
eign applications, related litigation (see § 2001.06 (a),
(), & (c)), or which is otherwise brought to their at-
tention. Applicants should keep the Office advised of
the status of any related lmgatlon .Note section
2003.¢
2002.04 Foreign Patents and Publications

Applicants should be aware that where the informa-
tion being called to the Office’s attention is a foreign
patent or a publication, the relevance of such informa-
tion may not be readily apparent or a copy readily
available. It may be highly desirable if not necessary
in some cases, in order to ensure compliance with the
duty of disclosure and consideration of the informa-
tion by the Office, to provide any translation available
or explain the relevance of the art or provide a copy
of the document.

2003 Disclosure—When Made [R-3]

37 CFR 1.56 provides

All such individuals have a duty to disclose to the Office infor-
mation they are aware of. . . .

As set forth in 37 CFR 1.97

spplicants are encouraged to file an information disclosure state-
ment at the time of filing the application or within the later of three

Rev. 3, May 1906

In seissue | By plicum 2]
ﬁlemehmtemwtsetﬂietimeofﬁlmg’ormthntWo
months of nling. since reissue appl ng are taken
up “special™; see §§ 1442 and 44203 However. ina,
reissue where waiver of the’ Ay
period of § 1.176 is being requested (se¢ § 1441), the
mtementlhouldbeﬁledatmetimeofﬁmtheap-
plication, or a8 soon thereafter as possible.

Clessly the “duty to disclose” “information they
are aware of” implies that such disclosure should be
made reasonably soon afier they become aware of the
information, e.g., prior to the first Office action or
with the respomse to an action if the information is
discovered during the period for response thereto. Al-
though the. duty. of disclosure is expected to be ful-
filled promptly, the Court of Appeals for the Federal
Circuit -has held 'that it is possible ‘in certsin limited
circumstances;’ wh:kanappheeuonmpendmg, to cor-
rect-an initisl misrepresentation of facts in an affidavit:
Rohm:>& Haas: Co. v.Crystal:: Chemical: Co.; 0122
F.2d°1556, 220 USPQ 289, 301 (Fed "Cir. l983),
demed 105 S. CLiiT2 (1984)¢' hth e

By submxttmg the inforitiation’ early in the examina-
tion’ process, i.e., before ‘the Office acis on the appli-
cation if pdsinble, the submxttmg party ensures’ that
the information will be’ considered by ‘the Office in its
determiniation of ‘the patentabnhty of the application.
The presumpuon of wvalidity is generally strong when
prior art was before ‘and considered by the Office and
weak when it was niot: Bolkcom v. Carborundum Co.,
523 F.2d 492, 498, 186 USPQ 466, 471, 472 (6th Cn'
1975).

37 CFR 1.99 provtd&s ‘that where ’
an applicant; pursuas to his or her duty of disclosure wder § 1.56,
wishes to bring to the stiention of the Office additions] . . . infor-
mation not previously submitted, the additional information should
be submitted . . . with reasonable promptness (emphasis added).

See § 2002.03(2)

2003.01 Disclosure After Patent Is Gnnted
By Crrations oF Prior ART UNDER § 1.501

"~ Where a patentee or any member of the public (in-
cluding private persons, corporate entities, and gov-
ernment agencies) has prior patents or printed publi-
cations which the patentee or member of the public
desires to have made of record in the patent file, pat-
entee or such member of the public may file a citation
of such prior art with the Patent and Trademark
Office pursuant to § 1.501. Such citations and papers
will be entered without comment by the Office. The
Office does not of course consider the citation and
papers but merely places them of record in the patent
file. Information which may be filed under § 1.501 is
limited to prior art patents and printed publications.
Any citations which include items other than patents
and printed publications will not be entered im the
patent file. See §§ 2202-2206.
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pweuu or pnbhwbmm W‘Oﬂ
dmtohavcthehtentmd‘l‘udemtrkmﬁeem-
sider afiér a petent hios jssued, such person may file a
Requorkeeumimﬁonaﬂhepm(mﬂcm
1.510 end. ﬂ2209—2220)

2004 Alds 10, Complhnee Wf& Dnty of Dildo-
sure [R-3] =

Whﬂcltlsnotappropnnewwempttosetfonh
procedures by which sttorneys, agents, and other in-
dwndmlsmayensurecomplunocwuhthedutyofdu-
closure, the items listed below are offered as examples
of possible procedures which could help avoid prob-
lems with the duty of disclosure. Though compliance
with these procedures may not be reqmred, they are
presented as helpful suggestions for avondmg duty of
disclosure problems.

I. Many attorneys, both. corporatc and puvatc, arc
using letters and questionnaires for applxcants .and
othets mvolved with the filing and" prosecutxon of the
and checkl:sts for themselv‘

ignee.
The qwnonnanre asks the mvcntot and assxgnee ques-
tions about -
' —the origin of the invention and its pomt of depar
ture from what was prevmnsly known and in the
- —possible pubhc uses and sales, -
--pnor publication, knowledge, pitents, forelgn
patents, etc.
The checklist is used by the attorney to ensure that
the applicant has been informed of the duty of disclo-
sure and that the attorney has inquired of and cited
material prior art.

‘The use of these types of aids would appear to be
most helpful, though not required, in identifying prior
art and may well belp the attorney and the client
avoid or more easily explain a potentially embarrass-
ing and harmful “fraud” allegation.

2. It is desirable to ask questions sbout inventorship.
Who is the proper inventor? Are there disputes or
poesible disputes about inventorship? If there are
questions, call them to the attention of the Patent and
Trademark Office.

3. It is desirable to ask questions of the inventor
about the disclosure of the best mode. Make sure that
the best mode is described. The disclosure of the best
mode may be raised in litigation. See for example,
Carlson “The Best Mode Disclosure Requirement in
Patent Practice,” Vol. 60, Journal of the Patent Office
Society, page 171 (1978).

4. It is desirable for an attorney or agent to make
certain that the inventor, especially a foreign inven-
tor, recognizes his or her responsibilities in signing the
oath or declaration. MNote that 37 CFR 1.69 requires
that,

(8} Whenever an individual making an cath or declaration cannot
Baglish, the cath or declaration must be in & lungusge

2000-9
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thet elicl; individedl eon uadointand. sad disll atmie that such iadi-
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volved: the scope of the claims, the broad-
est cladims. Ask ebout possible prior

spécific questions

art which might be material in reference to the broad-
est claim or claims. There is some tendency to mistak-
enly evnluutepnormhthelightofmeginofwhat

is regarded as the invention or narrower interpreta-
tions of the claims, rether than measuring the art
against the broadest claim with all of its reasonable in-
terpretations. It is desirable to pick out the brosdest
claimi or claims and measure the materislity of prior
art against reasombly broad interpretanon of these
clainis.

6. It may be useful o evaluate the matenahty of
priof art -or other information ‘ from ' the - viewpoint
whetherntnstheclosenpnoranorothermforma
tion. This will ténd to put the prior art of other infor-
mation - in"better perspective. However, § 1.56 may
still” reqmre the submission of i “prior art or, ‘other- mfor~
matu)n which is not as close as that fthe record

7. Care''should be: takeii to ‘see ‘that- prxor art or
other’ information cited ‘i a»‘specxﬁcatxon or in an in-
formation ' disclosure “siatement’ is properly descn'bed
and that the iniformation is not incorrectly or incom-
pletely’ characterized. It is particularly mportant for
an attorney or agent to review, before filing, an appln-
cation which was prepared by someone else, e.g.,
foreigu application. It is also important that an attor-
ney or.agent make sure that forelgn clients, including
foreign apphcants, attorneys, and agents understand
the requirements of the duty of dzsclosure, and that
the U.S. attorney or agent review any information
disclosure statements or citations to ensure that com-
pliance with §1.56 is present. See Gemveto Jewelry
Company, Inc. v. Lambert Bros., Inc., 216 USPQ 976
(S.D. New York 1982) wherein a patent was held in-
valid or unenforcesble because patentee’s foreign
counsel did not disclose to patentee’s United States
counsel or to the Office prior art cited by the Dutch
Patent Office in connection with the patentee’s corre-
sponding Dutch application. The Court stated, at 216
USPQ 985,

Foreign patent attorneys representing applicants for U.S. patents
through local correspondent firms surely must be held to the same
standerds of conduct which apply to their American counterparts; &
double standard of sccountsbility would allow foreign atiorneys
end their clients to escape responsibility for fraud or imequitable
conduct merely by withholding from the local correspondent infor-
mation unfavoreble to petentability and claiming ignorence of
United States disclosure requigements.

8. Care should be taken to see that inaccurate state-
ments or insccurste experiments are not introduced
into the specification, ecither inadvertently or inten-
tionally. For example, stating that an experiment “was
run’ or “was conducted” when in fact the experiment
was not run or conducted is a misrepresentation of
the facts. No results should be represented as sctusl
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mlu wnless they-have: aemdiy ‘been achieved) Peper
examplés shiould not be described: ushig ‘
SeeiﬁﬁOSOl(p)ntemDandMO?(l) Also,
sentations can; occur (when experiments ‘which: were
run - of conducted: are.-imaccurately: reposted ih the
specification; e.g. sii-experiment: is: chaniged by leaving
out one. or more ingredients; Sed Steierman v.: Connel-
. 192 USPQ :433.(PTO. Bd. of Pat. Int. 1915); 192
USN 446 (PTO Bd:-of Pat. Int..1976). - L
9.Donottelyupontheeuminerofepamcuhrap-
plneeﬁontobeawareofotherapplwatmbelonm
tothesameapphcantormsnee It is desirsble to
call such applications to the attention of the examiner
even if -there is only a question thet they might be
“material to the examination” of the spplication the
examiner is considering. It is desirable to be-particu-
larly careful that prior art or other information in one
application is cited to the examiner in other applica-
tions to which it would be material. Do not essume
that an examiner wxll neceesanly remember, when ex-
axmmng a, pameular apphcatlon. other ap

someone else may see” it dxfferently "'d,embarassmg
questions can be avoided. The court in U.S. Industries
v. Norton Co., 210 USPQ 94, 107 (N.D, N.Y. 1980)
stated “In short, the question of relevancy in close
cases, should be left to the exammer and not the ap-
plicant.”

11. It may be demable to submlt mformatlon about
prior uses and sales even if it appears that they may
have been expenmental not mvolve the speexﬁcally
claimed invention, or not encompass ‘a completed in-
vention. pNote Hycor Corp. v. The Schieuter Co.,
740 F.2d 1529 222 USPQ 553, 557—559 (Fed Cir.
1984)¢ -

12. Submit information promptly ‘An appllcant, at-
torney or agent who is aware of prior art or other in-
formation and its significance should submit same
early in prosecution, e.g., before the first action by
the examiner, and not wait until after alfowance. $Po-
tentially material information discovered late in the
prowcutnon should be unmedlately submitted. That
the issue fee has been paid is no reason or excuse for
failing to submit information. See Elmwood Liquid
Products, Inc. v. Singleton Packing Corp., 170 USPQ
398 (M.D. Fla., Tampa Div. 1971).¢

13. It is desirable to avoid the submission of long
lists of documents if it can be avoided. Eliminate
clearly irrelevant and marginally pertinent cumulative
information. If & long list is submitted, highlight those
documents which phave been specifically brought to
applicant’s attention and/org are known to be of most
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M 359 F ﬁ Ya& Jml’a 50 ?rk
., Supp.: 948,173, USPQ, 260, (8.D

1972 afﬁtmed, 479 F.2d..1338, 178 USPQ 577
(5th Cir.  1973), & denied 414 U.S, 874 (1974).

14. Watch out, for, continuation- in-part applications
where intervening. material information or documents
may exm, perttcularly watch out for forelgn patents
and p .related to the pareat application and
dsted more then one year before the ﬁling date of the
CIP. These and other intervening documents may be
material inforination: In re Ruscetta and Jeany, 118
USPQ 101, 104 (C.C.P.A. 1938); In ré von Lagenho-
ven, 458 FZd 132, 173 USPQ 426 (C.C.P.A. 1972);
Chromalloy American Corp. v. Alloy Surfaces Co.,

Inc., 339 F. Supp. 839, 173 USPQ 295 (D. Del. 1972)

© 15. ‘Watch out’ for information that might be

deemed to be prior art under Section 102(f) and ®)-

" Section 102(f) of Title 35 United States Code may

be combined with Section 103; see Cormng Glass

' uyler,_l69 USPQ 193 (DDC 1971),
Glas Sl

'Note. also, that prior invention. under § 102(2). may
be combined wnh Sectlon 103 such. as in In re Bass,
474 F.2d 1276, 177 USPQ 178 (C.C.P.A. 1973).

®Note 35 U.S.C. 103, second paragraph as amended
by Public Law.98-622: dlsquahfies section 102(£)/103
or section 102(3)/ 103 prior art which ‘was, .at the time
the second invention was made, owned by or subject
to an obllgatxon of assngnment to, the person who
owned the first invention: see 1050 0.G. 316. ¢

16. Watch out for information picked up by the in-
ventors and others at conventions, plant visits, in-
house reviews, etc.; see, for example, Dale Electron-
ics, Inc. v. R.C.L. Electromcs, Inc., 180 USPQ 225,
228 (1st Cir. 1973). o :

17. Make sure that all of the individuals who are
subject to the duty of disclosure, such as spelled out
in § 1.56 are informed of and fulfill their duty..

18. Finally, if information -was specifically consid-
ered and discarded as not material, this fact might be
recorded in an attorney’s file or applicant’s file, in-
cluding the reason for discarding it. If judgment
might have been bad or something might have been
overlooked inadvertently, a note made at the time of
evaluation might be an invaluable aid in explaining
that the mistake was honest and excusable. Though
such records are not required, they could be helpful
in recalling and explaining actions in the event of a
question of “fraud” gor “inequitable conduct”§ raised
at a later time.

2005 Alterations or Partly Filling in Applica-
tions After Execution [R-3]

Applications which have not been prepared and ex-
ecuted in accordance with the requirements of Title

2000-10




“"'fmmt’heﬂes‘thavingbeenim-
pioperly ‘éxecuted snd/or filed. Although the statute
emd’ the' rules forbidding: alteration ’ afier - esecution
Mebeenmexistencefo:mmyyqun!theomeeem-

mbe(st“

tinues to receiVe a number of 3 which have
been impropesly executed asd/or filed. This problem
appears particularly prevalent in forelgn origin’ appli-
cations. For instance the practice of completing or
unpmvmg ‘the text of a translation of 8 foretgn appli-
cation (for filing in the U.S.) after execution is not
permitted without re-execution. There is no reason for
alterations or insertions after execution which are not
drawn to new matter.

Effective February. 27, 1983, Section {11 of Title
35, United States Code. (amended - August 27, 1982,
Public Law 97-247, sec. §, 96 Stat. 319) provides, -~

Agplication for patent shall be made, or authorized to be made,

by the inventor. . The fee and oath may be submmed aﬁet the
specification and uny required drawing. .
Thus, §111 pand 37 CFR" 153¢asamendedpmvndw
time, ‘where necessary, forspphcantstoexecmethe
ocath or declaration: after reviewing and understending
the contentsof the: specification, including claims, as
filed aud .as amended by :sny amendoient 'specifically
referred -to.in the ioath or. declaration; as _reguired by
37 CFR -1.63. A preliminary -amendment which does
not introduce new matter: Ay | fne used. to_make cor-
_rections after. filing and it avoids any quesuon 8s to
what was properly in, the apphcation at the ume of
ﬁlmg See 37 CFR 1.118.

_Prior to February 27, 1983 § 111 of Tltle 35, Umted
AStaus Code requu'ed that, , , , _
[t]bc apphcatlon must be stgned by the apphcant. cee

“The same requirement appeared in now- rcmoved 37
CFR 1.57 which specified :that the signature to the
oath or declaration “will be: accepted as: the signature
to the application provided the oath or declaration
. . . is attached to and refers to the specification and
claims to which it applies. Otherwise the signature
must appear at the end of the speclﬁcatlon after the
claims.”

The removal of § 1.57 does not remove, however,
the prohibition found in § 1.56(c) against signing the
oath or declaration (1) in blank; (2) without review of
said oath or declsration; (3) without review of the
specification, including the claims, as required by
§ 1.63(b); or against (4) altering the application papers
filed after signing the cath or declaration. If an appli-
cation is altered after execution of the oath or decla-
ration, and because of time considerations the applica-
tion must be filed before it can be resubmitted to ap-
plicants and a new oath or declaration signed, the ap-
plication could be filed without an oath as provided
in § 111 and the application as filed resubmitted to ap-
plications for their review and understanding as re-
quired by § 1.63 and a new oath or declaration prop-
erly executed and filed.

37 CFR 1.52 and 1.56 furnish notice to the public
of the seriousness with which alternations of an appli-
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§1.630)

andllSof'mle35 UumsumCode.havethe
force ‘and effect of law: Norton'v. Curtiss, 433 F.2d
779, 167 USPQ 532, 542 (C:C.P.A. 1970). 37 CFR

1:52(c) n mded eﬂ’emive Febnmy 27 1983 pro-
vides,

Anymdhaﬁm,mte.ofmﬂaﬁmmomerdwmioaof
the spplication pepers filed must be mede before the signing of any
mompuymgwhorduhmimpumtoﬂﬁufem;w

thoee application pepers and should be dated and initisled or signed
bytheapphcamontheumeaheetofpcper No such alterations in
thecppbcauonpapeunrepermuﬂ'blemeﬂbeugmngohnmthm
declsration referring to those applicetion papers (§ 1.56(c)). After
the sighing of the oath or declarstion refersing to- the spplication
pmmendwuunyoulybemdemthmmapmwdedby
§8 1121 end 1.123-1.125. - -

kU CFR l 56(c) as amended February 27 1983 pro-

@) Any apphauon mny be stncken from the files if:
(1) An oath or declaration pursuant to §1.63 lssxgnnd in blank;
(2) An osth or declaration pursuent to § 1.63 is signed thhout

‘seview thereof by the person meaking the cath or declaration;
5 (3)Anoﬂh0tdeclnnuon pursmmtoﬁl&nmgnedwnhout

review of the spécification, including the claims;. as required by

g
(4)Theapphwwnpapemﬁledmthe0fﬁcearealterednﬁerthe
eigning of an’ oath’ ordeclnnnon punuant to §!63 referrmg to

_ thoae application’ papen.

~Section 1.56(c) is merely a restatement of portions
of § 1.56 ‘a¢ it appeared prior to thie 1977 rule change;

see 42 Fed.: Reg. 5588 (Jan: 28 1977), 955 OG 1054

(Feb. 22, 1977). endt
It is therefore necessary t.hat the apphcatlon, includ-

ing the oath or declaration, be executed in the form in
-which it is filed or intended to be. ﬁled since it is im-

proper. for anyone, including, counsel, to complete or

otherwise alter application papers, including the cath

or declaration, after the applicant has executed . the
same. The application -filed must be the application
executed by . the applicant and it is .improper for
anyone, including the attorney or agent, to alter, re-
write, or partly fill in any part of the application, in-

cluding the oath or declaration, after execution by the

applicant. Execution of an application with a copy. of
the drawings present, rather than the formal draw-
ings, is permissible as long as the copy conforms to
the formal drawings. This avoids the necessity for
trensmission, handling, and possible loss of, or damage
to, the formal drawings. See In re Youmans, 142
USPQ 447 (Coms. Pats 1960).

The filing of an application which has been altered
or partly filled in after being signed or sworn to is
considered by the Office to constitute serious miscon-
duct: Wainer v. Ervin, 122 USPQ 608 (Comr. Pats.
1959). The Commissioner, in refusing to reconsider a
decision striking Wainer’s application stated,

“It is true the penalty of striking en application has not ordinarily
been imposed in the case of an alteration in some minor detail
which obvnoamly does not affect the significance of the application.
However, it is clear that one who alters an executed application

and then nmproperly files it without resubmitting it to the inventor
for reexecution may gein the sdvantage of an earlier filing date
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Mywmvhw&mwmmﬁq‘mwhom

lndeteminmgwmmnmanmmmto
bestﬁcken:tunecenuytoconnderaﬂtbecm
stances surrounding the alteration, including the sub-
stantive nature and the “materislity of the change"
‘Where the: alterations involve substantial changes in
language, in the sbeence of a clear and convincing
demonstration that the changes are immaterial or
barmless, they must be regarded as such as to require
the application be stricken: Wainer v. Ervin, 121
USPQ 144 (Comsr. Pats. 1959). In Vandeaberg v
Reynolds, 122 USPQ 381, 383 (CCPA 1959) the
court gtated,

“It is the matenallty of tbeclnnge that lhould govemtheCom

missioner’s exercise of discretion in striking applications from the
files. Matendltyuaqmofhwwhzchmmtbedeadedonthe

:facts.
InagreemgmththeCommmoncr’sdeamnnotto

‘strike the apphcanm,theconrtalmagreedwlth and
quoted; the sr°s opinion that

“filt should be emphasized, however, thnwhﬂetbemtemhtyof

an dlteration of an spplication may determine whether or not an ap-
_pllcauonshouldbcuncken.thcmnndcmaonpmndammdam'of

propriety for an aftorney” (emphasis added by, Court). -

.. The  Court, recommended.. “the . obv:ously safe
course of altenng first and’ executmg afterwar A

2006 - - Applications Si@ed ‘oF" Sworn to in Blank
or Without Review

“As stated in' §2005, apphcatlons which have not
‘been executed in accordance with the requirements of
“Title 35 of the United States Code’ and Title 37 of the
Code of Federal Regulations may in appropriate cir-
‘cumstances, be stricken from the files as having been
improperly executed and/or filed. Prior to February
27, 1983-§ 111 of Title 35, United States Code, re-
quired that the application must be signed by the ap-
plicant.’ The same requirement appeared in now re-
moved 37 CFR 1.57 which specified. that the signa-
ture to the oath or declaration would be accepted as
the signature to the application provided the oath or
declaration is attached to and refers to the specifica-
tion and claims to which it applies. Otherwise the sig-
nature must appear at the end of the specification
after the claims.

Prior to February 27, 1983, the application “signed
by the applicant” was required to be a complete ap-
plication and not simply an oath or declarstion signed
without remainder of the application. For example,
applicant could not properly sign an oath or declara-
tion and later associate it with a specification and/or
claims without the specification also being signed. Ap-
plications filed on or afier February 27, 1983, will re-
ceive a filing date on the filing in the name of the
inventor(s) of (1) a specification containing a descrip-
tion pursuant to 37 CFR 1.71 and at least one claim
pursuant to 37 CFR 1.7§ and (2) any drawing re-
quired by 37 CFR 1.81(a) in the Patent and Trade-
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EE

or, deehm ‘which identifies

Offfice. An ;onth,.
mmyummmamm
e

» paymeng of the surcharge as set forth in 37 CFR
). The later; filed oath or declaration must identi-
_specification to which it is directed, and must
wnﬂumiewofmespea&ammmm
copythuwfmcludmgthechmuﬁled
37CFR156(c)prbv1du, |
Anyappmnmybenmkenﬁumtheﬁbnf
(I)Anoahordechrmonpunmtm“&kugnedinbhnk.
(Z)Anocthordeclumonpunmuoilﬁnumdwitbom
remmaeofbythepenmm:khnhewhmdechnuon
(3) An outh or declaration ‘pursuant (o § 1.63 is signed without
mwwofthe:peaﬂcatm,mcladmgﬁeehim.umqmedby
§ 1.63(b); or
(4)1&mempapersﬁ!edmthe0@emmeredaﬂcrzbe
usmngofnoathordeclumonpunmtwﬂﬁrefemnglo
those application pepers. )

*;aa

L ¢ & 3 e -

Under'"' r 35 US.C. 111 in effect after February 27,

1983, applicants still cannot. execute an oath or decls-
setion sftached to, -or- associated. with,: a foreign lan-
guage: -application and- later-file such-ocath or declata-
tion-atteched to, or. -sssocisted : with, ‘an - English-las

gusge spplication: which has fiot been. executed.. Ap—

plicant - cen, -wheré ‘appropriate; utilize the procedure
fset forth in §608.01 for foreign language application.

*-As indicated; such ‘applications “may be stricken

from the files.” Thus, this section provides that strik-
ing of the application is- dlscretlomry if there is no
“fraud” present. Whether such applications will in
fact be stricken will ‘depend upon’ all the circum-

stances involved. However, the Office considers this
very serious misconduct. An oath or declaration
signed or sworn to in blank, or without actual review
of the cath or declaration and ification by the ap-
plicant clearly lacks compliance with 35 U.S.C. §§ 111
and 115. Such an application would obviously not
comply with the requirements of 35 U.S.C. 111 of “an
oath by the appllcant ‘as prescribed by section 115 of
this title.” In view of the lack of statutory compli-
ance, no reason would exist for not striking an appli-
cation. '

2006,01  Imternational Applications Filed Under
the Patent Cooperation Treaty

The provisions of 35 U.S.C. 363 for filing an inter-
national application under the Patent Cooperation
Treaty (PCT) which designates the United States of
America, and thereby has the effect of a regularly
filed United States national application except as pro-
vided in 35 U.S.C. 102(e), are somewhat different
than the provisions of 35 U.S.C. 111. Under 35 U.S.C.
363 and PCT Article 11(1), the signature of the inven-
tor is not required to obtain a filing date but must be
submitted later. The oath or declaration requirements
for an international application before the Patent and
Trademark Office are set forth in 35 U.S.C. 371(c)(4)
and 37 CFR 1.70. See Chapter 1800.
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, Thesubjectof“fraud"onthel’tteutmd'l'mde-
lmrk Oﬁhe (P’!O), or meqmtabic condiset” i

to‘themcmdngcmmofthecommmereh
tionship between applicants for patent and the Patent
and Trademark Office. In view of this concern, and
the importance of the subject, it is appropriate that
the Office attempt to define, insofar s pomble, its
substanuve policy in this area. This policy is, of

course, subject to change, part:cularly as mew court

decisions change the substantive law.
37CFR156 &s amended in 1977, reprmenteda
mere codificaton of the existing Office policy on
fraud and ineguitable conduct, which is consistent
with the prevailing case law in the federal courts. The
expanded wordmg of g1 56 was mtended”to’be,help-

developed doctrines” concermng “fraud.’ The section
should -have a stabilizing eﬂ'ect on future decisions in
the Office and may afford: =10 courts as well:
42 Fed.. Reg. 5588, 5589 :(Jan...28,.1977). 955. O.G.
1054 (Feb 22, 1977).. Note True. Temper Corp... v.
CF&I Steel. Corp., 202 USPQ 412, 419 (i0th Cir.
1979); U.S. Industries, -Inc. v. Norton Co., 210 USPQ
94, 108, 110 (N.D. New York 1980); U.S.M. Corp. v.
SPS Technologies, Inc., 211 USPQ 130, 131 (N.D. Il
finois, B. Div. 1981). Also Kansas Jack, Inc. v. Kuhn,
219 USPQ 857, 862 (Fed. Cir. 1983) §; and Driscoll v.
Cebalo, 221 USPQ 745, 750-751 (Fed. Cir. 1984).¢

The following language has been extracted from
the C.C.P.A. decision of Norton v. Curtiss, 433 F.2d
779, 167 USPQ 532, 543 (1970), because it reflects the
theme of the recent court decisions and. writings on
the matter of fraud and meqmtable conduct in patent
prosecution:

“ITlhe term (fravd) in rule 6 . . . refers to the very same types
of conduct which the courts, in patent infringement suits, would

hold fraudulent. . [Tlraditionslly the concept of “frand” has
mostoftenbeenusedbytbecoum,mgeneral to refer to a type of

conduct so-reprehensible that & could slome form the basis of an

actionsble wrong (e.g., the common law action for deceit). That
narrow range of conduct, now frequently referred to as (technical)
of (affirmative) fraud, is looked upon by the lsw a8 quite serious.
Because severe penalties are ususlly meted out to the perty found
guilty of such conduct, techaical fraud is generally held nor to exist
unless the following indispeuseble elements are found to be present:
(1) a representation of a material fact, (2) the falsity of that repre-
sentation, (3) the intent to deceive or, at least, a state of mind so
reckless a3 to the zhunmheldtobetheeqmvdmtof
intent (scienter), (4) & justifiable reliznce upon the misrepreseatstion
by the party deceived which isduces him to act thereon, end (5)
injury to the party deceived az 8 result of his reliance on the mis-
representation.

§"But the term ‘fraud’ is also commanly used to define that con-
duct which may be raised ss & defense in an sction at equity for
enforcement of a specific obligation.

[} [ L] ¢ @

“We have noticed that uneaforceability due to fraudulent pro-

curement is a rather common defense. In such circumstances, we
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‘ sy, the concept of

aotonlythttwhichwehwewﬁet
: ‘ | * frand, bi chotw:derun;eof‘inequmblecoa-
fomdeojuttifyholdin; pcwntunenfcm:eab!e ‘

WWMchrmemuluvebmnecﬁﬁwin
their interpietation of the relationship existing between applicants
for petent and the Petent Office 'end their scrutiny of the conduct
of applicants in light of that relstionship.”¢

The Court of Appeals for the Federal Circuit in
Kansas Jack, supra at 862, stated,

“Whe:eonewhokncw msbouldhnveknown,thntapmeof
prwrmorotherinfomaﬁoa.wouldbemtenﬂ i.e., important o
the PTO in making ite decision, s failure to disclose that art or in-
formation caa be sufficient proof that & wroagful intent existed to
mislead the PTO, end may, result in a finding of what hes come to
be called “fraud” on the PTO. The fact finder, however, must de-

fermine not only that the undisclosed art or information was mate-
m!.buxtlnttheonechugedwithnondmlosmkneworshould
hmhnwnofltsmterhhtyattheumc

‘9752 F.2d 1350, 230’ USPQ
enxgq 105 S.Ct. 95, 224
3 that the term “technical
fraud™ has caused some confusion and that the Court
“will attempt to couch future. discussion . . . simply
in terms of “raud’ and ‘no fraud’.” pNote J.P. ‘Stevens
& Co. v. Lex Tex, Ltd., 223 USPQ 1089, 1092-1093
(Fed. Cir. 1984).¢
2010.01 The Flements of “Technical” or “Af-
firmative” Frand [R-3}

1. REPRESENTATION OF A MATERIAL FACT

See § 2001.05 for a definition of “Material.”
2. FALSITY OF THE REPRESENTATION
Insofar as this element is concemned, the court in
Norton v. Curtiss, 433 F.2d 779, 167 USPQ 532, 545
(C.C.P.A. 1970) indicated that
“Whether the representations made to the Patent Office, either ex-

pressly or impliedly, were false, is simply a question of fact, to be
decided on the evidence mbmntted o .

3. Tae INTENT TO DECEIVE OR, AT LEAST, A STATE
OF MIND 50 RECKLESS AS TO THE CONSEQUENCES
THAT IT Is HEeLp To Be THE EQUIVALENT OF
INTENT (SCIENTER)

The Norton Court, at 535, considered at length the
question of “intent.” Its language has been quoted ex-
tensively by other courts, e.g., In re Multidistrict Liti-
gation Involving Frost Patent, 185 USPQ 729, 742
(D.Del. 1975), and thus bears repeating here:

“The state of mind of the one meking the representations is prob-
gbly the most important of the elements to be considered in deter-
mining the existence of fraud. Perhaps it is most of all in the tradi-
tional element of ecienter that the enistence of & fiduciary-like duty
should have its effect. As we bave already indicated, the procure-
ment of & patent involves the public interest, not only in regerd to
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miwepresentations were mlde in an mmpwe ol groms neslineuce
as to their truth.”

This statement by the Norton Court is of crmcal
importance insofar as the Office’s consideration of
“fraud” or “inequitable conduct” is concerned. As is
spparent, direct evidence of “deceptive intent” is dif-
ficult to obtain. More often than pot, a decision as to
the presence or absence of * deceptive intent™ has to
be reached after review of all the circumstances.
Thus, the criteria set forth above from Norton
become extremely important. These are: - -

(a) The “inference that there was a fraudulent
mteut” is warranted when (1), the cxrcnmstanc&s are

is

~ Citing Norton, the. Court;of Appeals for the Feder-
al Circuit stated 'in Kansas Jack, Inc. v. Kuhn 219
USPQ 857, 861 (983

“The intent element of fraud, howevcr, may be proven by a
dhowing:of acts the nsturdl consequences of which are presumably
intended by the actor. Stateménts made with gross negligence as to
their truth may establish such intent. ¢ * ¢ The duty of candor
owed the PTO being: uncompromising, it would: deal 8 deathblow
to that duty if direct proof of wrongful intent were requn'ed v

$The CAFC in In re Jerabek, 229 USPQ 530

(Fed. Cir. 1986), in sustaining a unanimous decision
by the Board, held

“intent need not be proven by direct evideniee. . . . [Glross negli-
gence is sufficient and can be shown where zppellan(’s attorney
Imew or should have known that the withheld reference would
have been matenal to the PTO’s consideration. &

The Court of Appeals for the Federal Circuit citing
Kansas Jack stated in Rohm & Haas Co. v. Crystal
Chemical Co., * * *§722 F.2d 1556, 220 USPQ 289,
301 (Fed. Cu' 1983), cert. denied, 105 S.Ct. 172
(1984).¢ ' '

“While direct proof of intent to mislead is normally absent, such
submissions [of false materinls] usually will support the conclusion
that the affidavit in which they were contained was the chosen in-
strument of an intentional scheme to deceive the PTO. In any
event, proof of the sctual state of mind ® ¢ ¢ is not required.”

$Note also J.P. Stevens & Co. v. Lex Tezx, Lid,,
223 USPQ 1089, 1092-1093 (Fed. Cir. 1984); Hycor
Corp. v. Schietter Co., 222 USPQ 553, 561 (Fed. Cir.
1984).¢

In other courts similar results have been obtained
using different language. Thus, in SCM Corp. v.
Radio Corp. of America, 167 USPQ 196, 207 (S.D.

BEev. 3, May 1986
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candor” snd an “intentional nondisclost

dats, which might ‘have: aﬂ‘mad the outcome of the
patem application.”. ..,

_In Monsanto Co.; Rohm & Hu; CO, 112 USPQ

i ,- Court: looked. at the “toumy

tion “to duc}ose ""more mformwon” thm wu dis-
GM- w' 1ig. S AR, v b ’
- 4, JUSTIFIABLE RELIANCE BY 'ma Omca ON THE

: ‘ MISREPRESBNTATION ‘

Whether or not the Ofﬁce} relied on the misrepre-

sentation is usually a quut:on_of fact as is the ques-
tion of whether or not such | ia'nce was "Justlfmble

pplication to reissue a
monstrated if thg gxam;ner

Where the apphcatlon is
patent, reliance may be
msued the ongm B

5 bmmy As‘A Resvir OFRELIANCE ONTH]-:
(:: Py MISREPRESENTATION e

preme Court stated in "Precision Instrumcnt Mfg V.
Automotive’ ‘Maiiitenance’ Machme Co 324 U S 806
65 USPQ 133 138 (1945),

lllll

twogmud by the: Consntutlon, itisa spccial pnvx!ege At the
same timié, & patent is ‘an’ €xception to the geteral rule- agamst no-
nopolies and to the fight 1o atcess to & free and open market: The
far- reachmg social and ecopomic. cansequences of a patent, there-
fore, give the pubhc & paramount interest in seeing that patent mo-
‘nopolies spring from’ backgrounds free from fraud or other inequita-
ble conduct and that siich monopolies ‘are kept within their legiti-
mate scope. ‘The facts : . . must woordmgly be measvred by both
public and private standards of equity.”

Based on its reading of the Supreme Court, the
Norton court indicated, at 546,

“{W]here fraud is committed, injury to the public through a
weskening of the Patent System is mamfcst *

2010.[11)‘2 3]Inequitable Conduct; Unclean Hands
It is clear that patents can be invalidated or held
unenforceable and applications stricken or rejected
based on equitable principles. While the term “inequi-
table conduct” was dropped from the proposed rule
change in 1977 of § 1.56 “as covering too great a
rum of conduct to be subject to mandatory strik-
ing,” 42 Fed. Reg. 5588, 5590 (Jan. 28, 1977), inequi-
table conduct that is eguivalent to fraud is intended to
come within § 1.56. Section 1.56 covers inequitable
conduct equivalent to fraud including conduct result-
ing from “bad faith or gross negligence,” even though
such conduct does not constitute “technical fraud”.
Prior to the 1977 changes the Court of Customs and
Patent Appeals had already interpreted “fraud” in
§ 1.56 to encompass conduct of this sort: Norton v.
Curtiss, 433 F.2d 779, 792, 167 USPQ 532, 543-544
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(C.C.PA19T0). nomm, < ss(d). ‘calls for-refect-
ing an: appliostion either for. fraud or for a violation of
the. duty .of . J_,i.tuwdinvaCumu,

“Bmthem(ﬁmﬂ)hnhow‘dnmum
mmw,w¢Mn,ammmm,qw,mm

mudtwhnwdﬁd.bmﬁﬂmwmchdeabmadcrnngeof
wndwtw&thmwﬁdthueelemenu,gmmmtoihe

equities involved in the particolar cage.”, .. ..« . 1 - :
“Xnmtsforpmmftmmnt.unenf rceabili ,__gsvy,el},nspon-
infringemenit of & nnder‘the patent Taws, B8 4 statutory de-

fenive. Seé 315 V. S.CI 2870 .
Mpmew:lxuh'mmmkfmhmhmmmnm

i3 tbewummpmﬂyapplmgmhm!umewln-
atmg the of alleged to be frapdulent. Thus, in
amtsmvolvin mmﬁay,mewmptof“&ud”mthehtent
OIﬁce(ltlusthenwnﬁeescondwtpetmmtherehuve
mesits of his invention i’ concerned), encompsmes uot ‘only | that
which we have easlier tevmed “‘technical” frand, but also a wider
tange of “meqmtabie" conduct found to Just:fy holding = patent un-
enforceab!c The e ,,differ as (o the conduct. they will recognize
asbemgsuﬁ’memtyrcprehm‘blesoastomrrythhntheoonsc-
quences of technical fraud.”

Because of the nature of the relationship between
the applicant and the Office, and the nature of the
patent. grant, applicants .and _others -involved  with
preparation: and progecution of the application have a
fiduciary relationship and duty toward the Office.
Such individuals are held to exercising a high degree
of “candor and good faith” in their dealings with the
Office. As stated by the Norton Court,

“Neveriheless, one factor stands clear: the courts have become
more: critical in their i of the selationship existing be-
tween applicants for patent snd the Patent Office and their scrutiny
ofthcconductofappkmtsmhgbtofthatrehmmh:p Not unlike
those appearing before other administrative agencies, applicants
before the Patent Office are being held to o relationship of confi-
dence and trust to thst agency. The indicated expansion of the con-
ccptoffnudmuﬁ'atsmmemptbythecoumwmkethurela
tionship meaningfol.” .

The courts have had consnderable difficulty in eval-
uating the conduct of applicants before the Office to
ascertain whether their dealings were such as to con-
stitute “fraud™, “violations of the duty of disclosure”,
or “inequitable conduct”. $pIn JP. Stevens & Co., Inc.
v. Lex Tex Lid., Inc, 747 F.2d 1553, 1559, 223 USPQ
1089, 1092-1093 (Fed. Cir. 1984), the Court adopted
the terminology “inequitable conduct” to identify a
breach of the duty of candor to the Patent and Trade-
mark Office in order to make it clear that such mal-
feasance is to be distinguished from common law
“fraud”.¢ As stated by the Court of Appeals in Digi-
tal Equipment Corp. v. Diamond, 210 USPQ S$21, 538
(st Cir. 1981), “Questions of ‘materiality’ and ‘culpa-

200015
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W\ﬁi M?Inwmwzud hwﬁMﬂw thiat &

lessar showin, WWWyMMMm&m
tion may ‘safficé ‘whed! &*:htq:nﬁ&nﬂ‘schémeeode-
fraud is established, whereas a greater $ho
materisfity of withheld: infoemation; would necessarily
create an inferénce that'its hondisclosurs’ was wrong-
ful’.” The Court of Appeals for thie Fedefal Circuit in
American Hoist & Derrick Co. v. Sows & Sons, Inc.,
¢ © 64220 USPQ 763, 773 (Fed. Cir 1984). Ing citing
Digita! Equipment Corp. v. Diamond with approvul
dthe Courtd stated,

“mmw'ulwmm;pomtfmmydw
mofmmlity.fmiuppemwbe&ebrmdw.thmewom-
pessing the others, end because thet: materiality bovadary most
%gahmmthhowmouamwmdwbmmththe

The Patent and :Trademark. Office standard - set
forth in 37:CFR:1.56; as: amended in 1977, “merely
represented ‘a-codification ofemungcasehwonthe
obligation of applicants -to: disclose pertinent informa-
tion or prior art”: True Temper Corp. v. CF&I Steel
Corp., 202 USPQ . 412, 419 .(10th. Cir. 1979). Most
often, the question r nltself to whether the appli-
cant_failed to d to the Office eltherAfacts or
Frior 1 (a'pphcant, but not ki

e e The  fact that, such a. duty-to~dnscl_psc
exists has been emphasized in two, Supreme Court De-
cisions: Precision. Instrument. Mfg. Co. v, Automotive
Maintenance: Machine Co., 324 US. 806, 65- USPQ
133.(1945);: and ngsland V. Doxsey, 338 U S 318, 83
USPQ 330(1949). : o

- Cpurts have held patents mvalnd or- unenforceable
because facts were not disclosed to the Office, even
facts which ultimately may not have rendered the
claims unpatentable or invalid; for example, see SCM
Corp. v. Radio Corp. of America, 318 F. Supp. 433,
449, 167 USPQ 196, 207-208 (S.D. N.Y. 1970) §; pnor
art reference need not form the basis of a rejection in
order to. be material: In re Kaufan, 212 USPQ 23, 25
{Com’s. Pats.. 1981); the “po harm, no foul” argument
“is a myopic view of what is after all an equitable
doctrine, the patent ‘law equivalent of “unclean
hands”; A.B. Dick Co. v. Burroughs Corp., 228
USPQ 65 75 (N. D. ill. 1975): Driscoll v. Cebalo, 221
USPQ 745, 750 (Fed. Cir. 1984).¢ See, also, Duplan
Corp. v. Deering Milliken, Inc., 197 USPQ 342, 414
415 - (D.S.C. 1977). Both * ® %jthe SCM and the
Duplan Corp.§ decisions quoted as “law” the follow-
ing statement:

“Even though misrepresentations made to the Patent Office are
not legally material to the issuance of & patent, nevertheless, this
court, being a court of equity, can and should refuse to enforce the
patent if the Court finds the patentee made intentional misrepresen-
tations to the paient examiner, i.e., if the patentee come into the
court with unclean hands.”

Corning Glass Works v. Anchor Hocking Glass
Corp., 203 F. Supp. 461, 149 USPQ 99, 106-107 (D.
Del. 1966) mod. other reasons, 153 USPQ 1 (3rd Cir.
1967).
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‘Whi i mm exhwsuvelnt
ofmundsuponwhbhﬁndinaaf“ " or: in-
equitable conduct”- hnvebeenhued. afeweumpluy
grounds are preseated below: . F
l Nammewwnn oF vaucn OF PR!OR Punuc
- Uze anD Sakk (35 US.C. 102(b)) :
Aﬁndmgof“fraud" may be based on ‘the nondis-
closure of evidence of prior public use and/or sale.
See, for example, Walker §Process Equipment§, Inc.
v. Food Machisery Co., 382 U.S. 172, 147 USPQ 404
(1968); Monolith Portland Midwest Company
Kmser Aluminum & Chemical Corp., 152 USPQ 380
C.D. Calif. 1966, 1967), modified as to amount of at-
torney s fees at 160 USPQ 577 (9th Cir. 1969); United
Smtes v Saf-T-Boom, 164 USPQ: 283 (E.D. Ark., W.
1970), afﬁrmed pér. cumm at 167 USPQ 195 (Sth

68" USPQ T (1970)'

Cl 5 Tnc. 2
(Sth Gir. 1970), eftiorari dét

and the related decision on the reissue-application; To
ré ‘Clark,” 187 USPQ 209 (CCPA 1975). -As stated

by the Court in:Admiral Y, Zemth Rad:o
Corp .» 131 USPQ 456 (10th Cir. 1961), #€ 462, i

- “f0}f sn spplicant knows of prior art which plainly. described ‘his
claimed invention or comes 0 close that a ressonsble man . would

say that the invention was not original but had been ant:cxpated, e
will notbeexcused for fmlure todlsclose hlsknowledge” e

Slmxlarl the court in 'In re Clark, 187 USPQ 209
(CC.P. A 1975) at 213, stated

[W]e do not agree. that appllcant could, under tbe ‘state of the
law in 1956 or now, amend claims expressly 10 avoid 2 Sectlon 162
reference unknown to the examiner’ and Jusnﬁabiy consider there
was 5o duty 1o bring that reference to the exsminer’s: sttention.”
- Other’ courts have rendéred similar decisions, see,
for example Penn Yan Boats, Inc. v.'Sea Lark Boats,
Inc., 175 USPQ 260 (S.D. Fla. 1972), affirmed 178
USPQ 577 (5th Cir 1973), certloran demed 414 US
874 (1974). .

In Elmwood Liquid - Products, Inc V. Smgleton
Packing Corp., 170 USPQ 398 (M.D. Fla., Tampa
Div. 1971), the Court held the patent. “unenforecea-
ble” because of the failure to bring to the Offices’s at-
tention, an anticipatory reference obtained late in the-
prosecution of the U.S. application from counsel’s for-
eign patent associate.

The Court of Appeals for the Federal Circuit in
Orthopedic Equipment Co. v. All Orthopedic Appli-
ances, 217 USPQ 1281, 1286 (1983) stated,

“Although inequitable conduct requires less stringent proofs as to
both materiality and intent than common law fraud, mere evidence
of simple negligence, oversight, or an erroneous judgment made in
good faith not to disclose prior art is not sufficient to render a
patent unenforceable.”

Rev. 3, May 1966
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,..\OFSECTION 103hmhn'r

curiam at 179 USPQ 209 (9th Gir 1973). lhted a @

tends tom sy fcts knowr

puelheinvem:onfmder 3$USC 102, or ‘which,” ‘but for the noa-
disclosure, wouldh:veprevemedthepntentfronhmingorwould
lnve mmcted the scope of the claims.”

The requirement to disclose Sect:on 103 prior ast
has long existed as evidenced from In re Clark, supra,
wherein the court indicated that a patent applicant
could not “in 1956”. “amead claims expressly to avoid
a Section 102 reference unknown to the examiner and
justifiably - consider there was no duty to bring that
reference ‘to ‘the examiner’s “aftention.” Obviously,
once the  claims are amended “expressly to avoid a
Section 102 reference” the reference beeomes, at beat,
a Section 103 reference. -

elmmedfmventlon obvmou& emted in. the early slxt:es.
The Court stated: at pages 106-108 that

“the scope and content of the pnor art'in patems '490 491 and
! teschings of the '939 patent; ... . the neces-
tthe '939 petént is mvalld in lts entlrety s

] e e e e

“The spec:ﬁc sit upon ‘which phmnffs argue fmudu!em procure-
ment is defendant Noiton's failere to-cite the 491 patent during the
prosecution of the '939 patent before the Patent Office

S ® _

{It is 100 late in the day to argue that failure to cite » highly
relevant prior art reference would. not violate the duty of candor
thereby rendermg a patem invalid or unenforceable

See also True Temper Corp. v. CF & I Steel Corp.,
202 USPQ 412, 4185, 421 (10th Cir. 1979) wherein the
court indicated that a duty to disclose a reference that
made the claimed invention.obvious existed dunng
prosecution - which . occurred in the -early sixties
(patent issued December, 1964). In Buzelli v. Minne-
sota Mining & Manufacturing Co., 182 USPQ 307,
311 (E.D. Mich. 1974), 186 USPQ 464 466-467 (6th
Cir. 1975), the Courts in considering conduct cccur-
ring during prosecution of the 3,464,424 patent (1965~
1969) held that plaintiff's failure to disclose prior art
which would render the claims obvious, plus the false
assertion that no such art existed, constituted inequita-
ble conduct before the Patent Office which rendered
the patent unenforceable.

$#The Court in Argus Chemical Corp. v. Fibre
Glass-Evercoat Co., Inc., 225 USPQ 1100, 1102 (Fed.
Cir. 1985) stated,

“In this appesl we lay to rest any further argument that in the

past the standard for disclosure of known prior art only required
that a reference which fully anticipated o patent, thereby destroy-
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DUTY OF DISCLOSURE; REJBCTING AND:STRIKING OF APPLICATIONS

ing: sovelty. 1 138 U.8.G. ) PeG ,;L
the PTO woder anﬁemwmf e
. The extent to which patents are held mvnlld bued
an “fraud” or. “inequitable conduct™ for the failure to
dhcloee § 103 prior art obviously depends on the rel-
ev:nggofthqmmdtlwemremrcummncesm-
volv
thutapnorartreferenceemddnotbeuwdto
support & rejection of claims may mitigate the failure
to disclose such reference: however, & prior art refer-
ence need not form the basis of a rejection in order to
be deemed material: In re Kaufinan, 212 USPQ 23, 25
(Com'r Pats. 1981). Note also A.B. Dick Co. v. Bur-
roughs Corp., 228 USPQ 65, 75 (N.D. Til. 1985); Dris-
coll v. Cebalo, 221 USPQ 745, 750 (Feb. Cir 1984).4

4. PRIOR ART OR. Orrman INFORMATION DISCLOSED IN
AN INADEQUATE MANNER ~ - .

In general, the prior art has to be brought to the

attention of the examiner in an adeguate fashion.

Thus, in Pean Yan Boats, Inc. v. Sea Lark Boats,
Inc:; 17§ USPQ 260 (SD Fla l972)at272 the Court
mdxcated
‘Tl‘lhepwpoueofthzsmepfmmmwawburythe“iollnd
Pasentmaloug of allegedly. ofd prior art patents in the hope
that the Patent. Examiner, having slready sliowed the Stuart claims,
wouldtgnotethehstandperm:ttheSmmmttome.Such
conduct .cleasly . violates the: required. standard - of candor and fair
desling with the Patent Office. Stusrt had & clear obligation to-call
ft_heWollardpatenttotheattennonoft.hePm:axomcemapmper
ashion,

. 5. stnnmnsmmnon OF: Pmon ART OR OTHER

Mlsrepresentat!ons regarding - the prior art can
render a patent' unenforceable as evident from Penn
Yan’ Boats, Inc. v. Sea Lark Boats. Inc., 175 USPQ
260 (S.D. Fla. 1972), affirmed 178 USPQ 577 (5th Cir.
1973), cert:oran denied 414 U. S. 874 (1974)

6 MISREPRESENTATIONS N AFFIDAVITS

Mlsrepreeentatlons in. affidavits can result in find-
ings of “fraud” or “inequitable conduct.’. In Timely
Products Corp. :v. Arron, 187 USPQ 257 (2nd Cir.
1975), a 37 CFR 1.131 affidavit averred that the appli-
cant had been “associated with another” in his work
prior to the reference’s filing date without disclosing
that the patentee of the reference was the “another.”

In SCM Corp. v. RCA, 167 USPQ 196, 206
(S.D.N.Y. 1970), the Court found that affidavits relied
upon by Counsel to support his position omitted rele-
vant data and that Counsel “in all likelihood” knew
the data was inaccurate. The Court indicated

“{Tla any event, he should have known. . . . It was his duty to
inform himeelf. . . . He could not avoid responsibility by trying not
to “sce the detsils”.”

See also Cosden Oil & Chemical Co. v. American
Heochst Corp., 543 F. Supp. 522, 214 USPQ 244,
269-270 (D. Del. 1982).

In Chas. Pfizer & Co. Inc. v. Federal Trade Com-
missison, 159 USPQ 193 (6¢th Cir 1968), certiorari
denied, 161 USPQ 832 (1969), the Court found the af-
fidavits to be misleading. In Monsanto Co. v. Rohm &
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Hass . Co.,: 172 USPQ, 323, 326,(3rd. Cir. 1972).
Court found that
“im al), tbenlﬁdamnbwedlwthmﬁp«cmdﬂmednmﬂu,
of 810 tests, only 130 were submitted, The District Court conclud-
dthlmuchwcmuolﬂwdlmmmdmm
reprematation.” : 2
The .Court of Appeals for the Federal Circuit in
Rohm & Hass Co. v. Crystal Chemical Co.,
¢ ® %9722 F.2d 1556, 220 USPQ 289, 301 (Fed. Cir.
1983), cert. denied 105 S.Ct. 172 (1984),¢ found, in
holding the patent invalid because of fraud on the
PTO during procurement, :

"t!m dsta in Aﬂidavn E were fnlslﬁed and thet the dxﬂ'enng ex-

conditions thet lay behind the dste eompmson in Affi-
dathwerenotrevuledtothePTO"' .

See also Armour & Co. v. Swift & Co., 175 USPQ
70, 77-78 (Tth Cir. 1972)

7. M!smnﬁsmmnons m PATENT Arpucanon
- . - QATHS on DECLARATIONS ‘

.....

Mlsrepraentatlons in patent appllcatnon oaths or
decldrations have resultéd in hioldings of “fraud.” See,
for example, Walker Products, Inc. v. Food Machin-
ery-Co., 382: U.S..172,-147. USPQ 404 (1969); United
States v. Saf-T-Boom, ‘164 USPQ 284 (E.D. Ark, W.
Div. 1970), affd. "431°F. 2d 737,167 USPQ 195 (8th
Cir. 1970) In Saf T-Boo_ ‘the sttnct Court, at 284,
tejected an .argument. that the applicant signed the
oath in ignorance of its contenm, and without reading
it, stating that apphcant '

“knew that he was applymg for a patent, and ﬂmt he was execunng
an"affidavit to be submitted to the Patent Office. Regnrd!& of
whether he read the affidavit 'or kriew what was in it, he in effect
represented to the Patent Office that the facts stated in the affidavit
were true and correct to the best of his knowledge and belief, and
hie must have known ' that the Palent Olﬁee would or nnght rely on
the aﬂidavu." UL

Chromalloy American Corp V. Alloy Surfacés Co.,
173 USPQ 295 9, 307¢ (D.Del 1972), represents an-
other situation in which a false oath resulted. in a
holding that the patent was “unenforceable because it
was obtained from the Patent Office by clearly inequi-
table conduct”® * *. The patentee had falsely stated,
when filing a continvation-in-part (CIP), that no for-
etgn applications corresponding to the parent applica-
tion had been filed. In fact a British counterpart had
been filed and issued more than one year prior fo the
filing date of the C-I-P, thereby becoming a refer-
ence under 35 U.S.C. 102(b) for the claims containing
additional matter in the C-I-P.

However, while misrepresentations in oaths may
result in holdings of “fraud” or “inequitable conduct”,
a mere mistake or an immaterial misrepresentation
will normally not. For example, a mistake or misrep-
resentation of an applicant’s residence, without more,
would normally not constitute “fraud” or “inequitable
conduct.” Similarly, in Langer v. Kaufman, 175
USPQ 172 (C.C.P.A. 1972), the Court found that,
under the circumstances, there present, an incorrect
statement in the oath that an application was a con-
tinuation rather than a continuation-in-part did not




{30
42

:ﬂlsﬁtut& “fratd.” In 80 doing,’ tlleCourt indmt&l
13

““Norton v. Curtiss . .. sets forth the vasious elements which
mbepmvedwmunchrwdmheondm Oneofthues
thet tie allezed misrepresentation must be materisl, and . . . mate-
riality extends to umcatlommthereeordthnnheclumum
would not have been allowed but fas the chal misrepressnis.
tion .. '*Wehvebeendﬁecwdwmmhindicatmmdwe
hveﬁmadm" -

8 Mlsnzrnsmumns N PATENT SPECIHCATIONS

Mmrepresentntlom in patent speclﬁcauom have re-
sulted in loss of rights to the patentee. See, for exam-
ple Steierman v. Connelly et al, 192 USPQ 433 (PTO
Bd. of Pat. Int. 1975); 192 USPQ 446 (PTO Bd. of
Pat. Int. 1976), wherein the Board of Patent Interfer-
ences, in awarding priarity to the junior party, found,
at page 436, that -

“the record clearly supports a ﬁndmg that between the time Con-
nellyperformedhmexpermntsmdﬂtetnmemapplmnonwas

filed, someone . ... decided the Comnelly experimentsl work would
not be repreduced exact!y in the Connelly et al apphcat:on S

The Board of Patent Interferences concluded, at
page438, that . .. .
“ftlhe - ‘inequitable | conduct e - praented 'in tlm mterfereuce
would not have: erisen - Couselly, Hares, .counsel, ‘and. possibly
others.. .. . had seen tg it that the expenmental work by, Connelly
had pmpcrly appeared in the Connelly ef al apphcatzan We cannot
dondonie what occurred.’ We zre hopeful, indeéd, ‘that we will vot
encounter in' any. future cases the ‘type of ‘loose. practice’ which oc-
cuered in this:case, because such “loose practice’ only adds to the
‘suspicion and hostility” with which many, including federal judges,
unforunately approach the patent system.”

See also Grefco Inc. v. Kawanee Industries, Inc.,
499 F. Supp. 844, 208 USPQ 218, 240 (Del. 1980),
affd. wo opin. CA 3, cert. den. 213 USPQ 888 (1981).

2012 Reissue Apphuhons Involving Yssues of
Fraud, * * * § Inequitable Conduct§ and/or
Violation of Duty of Disclosure [R-3]

Qucsttons of “fraud” §, “inequitable conduct™§ or
viclation of “duty of disclosure” or “candor and good
faith” can arise in reissue applications. ¥ * # A

REQUIREMENT FoR “ERROR WITHOUT ANY
- DECEPTIVE INTENTION”

Both 35 U.S.C. 251 and 37 CFR 1.175 promulgated
pursuant thereto, require that the error must have
arisen “without any deceptive intention.” In re
Heany, 1911 C.D. 138, 180, unequivocally states

“Where such a condition [fraedulent or deceptive intention] is
shown to exist the right to reissve is forfeited.”

Similarly, the court in In re Clark, 187 USPQ 209,
213 (C.C.P.A. 1975) indicated,

“Reisgue is not available 1o rescue a patentee who had presented
claims limited to avoid particulas prior art and then had failed to
disclose that prior art . . . after that failure to disclose has resulted
in invalidating of the claims.”

It is clear that “fraud” camnot be purged through
the reissue process. See conclusions of Law 89 and 91
in Intermountain Research and Engineering Co., Inc.
v. Hercules Inc., 171 USPQ 577, 631, 632 (C.DD. Calif.
1971).

Hev. 3, May 1966
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REissuE CAN BE REJECTED FOR FRAUD ), INEQUITA-
BLE CONDUCT™§ O Vloumtm OF' ‘oF Dis:
 CLOSURE * DURING: PENDENCY'''OF ' APPLICATION
Wchn Is8UED AS PA’!‘BNT Naw SOUGH‘I‘ To Bs
RESSUED

‘“Praud” @, “inequltable condubt”‘ or' “vnolation of
the duty of disclosure” in obtaining the original patent
is imputed to the reluue appllcation, and cannot be
corrected by reissue.

As provided in 37 CFR 1.176, an applicant who
files for reissue of a patent is submmmg “the entire
application™ to examination “in the same manner as
original spplications”, including the quest:on of the
presence or sbsence of “fraud” §, “inequitable con-
duct”@ or “violation of duty of dlsclosure” in the
prosecutlon of the application resulting in . the patent
which is sought to be’ relssued D, or of the reissue ap-
plication itself§ e :

37 CFR 1,56(c) prov1des . :

- {d) ‘No ‘patent -will be granted on an apphcauon in connection
with whick fravd oa the Office was practiced or attempted or the
duty of disclosure was violated through bad feith or gross negh-
gence, The claims in an application shall be rejected if upon €nami-
ngtion pnmuntto35 U.S.C::13F and 132; it'is established by ‘clear
and convincing' evidence (1) ‘that- any: fravd- was practiced or'at-
temptedontheomcemconnecuon‘thhthenpphcatmn, 6r in con-
nection with any - previous: applxcatim upon which ‘the application
relies, ‘or (Z) that there was any. violation of the duty of disclosure
through bad faith or gross niegligence in connection with the appli-
cation, or in connéction with any previous spplication upon which
the application relies.

Clearly, where several patents-or applications stem
from an original application: which contained fraudu-
lent claims. ultimately allowed, the doctrine of unclean
hands bars allowance or:enforcement. of any of the
claims of any of the applications.or patents: Keystone,
Driller Co. v. -General Excavator Co., 290 U.S. 240,
245, 19 USPQ 228, 230 (1933); East Chicago Machine
Tool Corp. v. Stone Container Corp., 181 USPQ 744,
748 (N.D. Illinois, E.Div. 1974), modified, 185 USPQ
210. See also Chromalloy American Corp. v. Alloy
Surfaces, Inc., 173 USPQ 295 (D.Del. 1972) and
Strong v. General Electric Co.; 162 USPQ 141 (N.D.
Ga. 1969), aff’'d 168 USPQ & (Sth Cir:. 1970) where
fraud or -inequitable conduct affecting only- certain
claims or only one of related patents was held to
affect the other claims or patent. Clearly, “fraud”
“practlced or attempted” in an application which
issues as a patent is “fraud” “practiced or attempted”
“in connection with” any subsequent application to
reissue that patent. The reissue application and the
patent are inseparable as far as questions of “fraud” g,
“inequitable conduct” or “violation of the duty of dis-
closure”§ are concerned. See In re Heany, supra; and
Norton v. Curtiss, 433 F.2d 779, 167 USPQ 532, 543
(C.C.P.A. 1970), wherein the Court stated,

“We take this to indicate that any conduct which will prevent

the enforcement of a patent after the pateni issues should, if discov-
ered earlier, prevent the issuance of the patent.”

Clearly, if a reissue patent would not be enforceable

after its issue because of “fraud” P, “inequitable con-
duct or “‘violation of duty of disclosure”§ during the
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- appropriate
mmmmmmmeappminmdme
nﬂn Jmk,iz USPQ 530 (Fed. Cir. 1986)

re,
theComoprpeakfortheFedenlCircuumw
aBouddecmon the Special Programs Ex-
aminer’s . of claims. i DA

upon, _pussu-
ant to 35 U.S.C. 131 and l32.asprovidedin37CFR
lSé(d),buedonclearandconvmcmg evidence of &
violation of the duty of disclosure during prooectmon
ofthepotentssoughttoberemued( .

201201 Collatersl w

The Supreme Court in- Blonder-’rongue Laborsto-
ries, Toc. v. University of Illinois Foundation 402 U.S.
313, 169 USPQ $13 (1971) set forth the rule that once
& patent hiss been declared invalid via judicial inquiry,
a collsteral ‘estoppel barrier is created: against forther
fitigation -involving’ the ‘patefit, unless the patentee-
plaintiff can demonstrate “that he did not have" a fall
adfmcinuoetohngatetﬁcvahdxty of his' patent in
“the eaclier case.” ‘As: stated  in’ Kaiser Industries
Corp. v, Jones&LaughhnSteelCorp, 185 USPQ
343 362 (3rd Cir..1975),: e

oo - fm!nomngtheruleofﬂlondcr—'!‘mgue, JushceWhnefora
‘eapmimoms Court made it cleer that 2 determination, of patent isva-
lidiry, afier & thorough and equitable judicisl inquiry, creates a col-
Iateral estoppel barnertofﬂﬂherhﬁgtﬂontoenfomthntpatem.

-Under-35.U.S.C. 251 the Commnssnoner can reissue
a patent only if there is. “error- without any. deceptive
intention.” The. mmmmwner is without authority to
reissue a patent when “deceptive intention” was
present during prosecution. of the parent application:
In re Clark, 187 USPQ 209 (C.C.P.A 1975). and In re
Heany, 1911 C.D. 138, 180, Thus, the collateral estop-
pel barrier applies where reissue is sought of a patent
which has been held invalid or unenforceable for
“fraud” or “violation of duty of disclosure” in procur-
ing of said patent. It was held in In re Kahn, 202
USPQ 772, 773 (Comr. Pats. 1979)

“Therefore, since the Kabn patent was held invalid, inter alia, for
“failure to disclose material facts of which ¢ ¢ ¢ [Kshn] was
aware” thuappltcat:onmaybestnkentmder”CFR 1.56 vis the
doctrine of collateral estoppel as set forth in Blonder-Tongue supra.

The Patent and Trademark Office . . . has found no clear justifi-
cation for not adhering to the doctrine of collateral estoppel under
Blonder-Tongue in this case. Applicant has had his day in court.
He appeass to have had a full and fair chance to litigate the validity
of his patent.”

Note § 2259 for collateral estoppel in reexamination
proceedings.

2013 Protests Involving Issues of Fraud, ® © ©
lnequitable Conduct¢ end/or Violation of
Duty of Disclogsure [R=3]

37 CFR 1.291 permits protests by the public against
pending applications. 37 CFR 1.56(h) as promulgated
effective July 1, 1982 provides,

“fAny member of the public may seek to have the claims in an
application rejected pursuant to paragraph (d) of this section by
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B REJECTING AND STRIKING OF APPLICATIONS

MG A 4 f A9 a
6 Mawhw‘ m;.«‘v (b:g?hhf, zn? L3 Ee th
-Submissions under. §1,291, are not. hmted to pnor
art documents such as patents, and | pubhcatlom.).lmt
are intended to. include any, information, which.in the
protestor’s: optﬁon. would: make .or. have made. the
grant ‘of the patent improper: see’ §1901.02. This in-
cludes, of course, information indicating the presence
of “fraud” or “inequitable coMuct" or: "vnolauon of
the duty of disclosure.” = -

37 CFR 1.56 as revised effectlve Jnly 1, 1982 lumts
“petitions to strike” (§ 1.56(f) & (g) to violations of
paragraph (c), with any violations of paragraph (d)
being subject matter for protest under §1. 291 and for
rejection under paragraph (d); see § 2015. -

Any protest filed - alleging “fraud” §, .“meqmtable
conduct”§ or "wolat:on of the duty of disclosure™ can
be submitted by mail. to the Commissioner of Patents
and' Trademarks, ‘Washington, D. C 20231, and should

ant - Commissioner for . Patents, Building
llAl3 (See-§ 1901 03) ot :
“Protests filed "’pursuant to ‘§"‘,l 56(h) should be in
conformance , 91(a) .and (b), . and include a
statement of  the alleged facts involved,: the. point or
points to be reviewed,’ ‘and’ the ‘action requested. Any
briefs or memoranda in support of the’ ‘petition, and
any - affidavits; ‘declarations, 4deposmons, ‘exhibits,’ or
other material in support of the alleged facts, should
accompany the protest.
Protests contmmng allegatlons or mformatlon relat-
ing to possible “fraud”, ® * * p“inequitable con-
duct”¢ and/or violations of duty of disclosure must,
except where the apphcatxon has previously been re-
ferred to, reviewed by, or retumed for examination
by the Office of the Assistant Commissioner for Pat-
ents, be immedistely referred to that Office along
with the relevant files; see § 2022.01.

2014 Duty of Disclosure in Reexamination Pro-
ceedings [R-3] _ o
As prov:ded in 37 CFR. l 555 the duty of dtsclo-
sure in reexamination proceedmgs applies to the
patent owner. That duty is a continuing obligation ¢én
the part of the patent owner throughout the proceed-
ings. However, issues of ® p“fraud”, “inequitable con-
duct” or “violation of duty of disclosure”§ are not
considered in reexamination. See § 2280. If questions
of “fraud”, “inequitable conduct” gor “violation of
duty of disclosure”§ are discovered during reexamina-
tion proceedings, the existenice of such questions will
be noted by the examiner in an Office action, in
which case the patent owner may desire to consider
the advisability of filing a reissue application to have
such questions considered and resolved. See § 2258.
For the patent owner's duty to disclose prior or
concurrent proceedings in which the patent is or was
involved, see §§ 2282 and 2001.06(c).
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the member of the public filieg the petition. A member of the
m:blmﬁlmgsuchapeuummmwpbcauonfmmonmdpamt
wﬁlnatmceivemyoommnmmousfmmtheomeemhungmthe
petition; other then the retwmn of o selfl-addressed ‘posteasd which
the member of the public may isclude with the petition in order to
receive an: acknowledgement by the Office that (he petition bas

been recdived. mofﬁeewineommunmtcwnhthetpp&mtr&
wdingmymhpeuﬁonmwedmtheaw it

mmwmwbwhmldnothnvebmaﬂmmmwd.
mdtbcrebyoomumtaawm" .
- Paragraph (f) continues the long standmg pracnce
whereby any member of the public can file a petmon
to strike an application from the files pursuant to
paragraph (c) of § 1.56. Prior to promulgation of para-
graph (f) such petitions were being filed without spe-
cific mention in § 1.56. Paragraph (f) requires that any
such petition allegmg a violation of paragraph (c) in
order to be entered in an application file, must (1) be
timely filed, (2) specifically identify the application to
which the petition is directed, and (3) be served on
the applicant or be filed with the Office in duplicate
in the event service is not possible.

Paragraph (f) does not specifically limit a “timely
pefition” to any partzcular pomt in the examination of
the application. Such petitions will generally be con-
sidered “timely” if they are filed before final rejection
or allowance of the application by the exzaminer.
Whether or not a petition filed after final rejection or
allowance of the application by the examiner is con-
sidered “timely” will depend upon the circumstances
and the point in the prosecution at which the petition
is submitted.

Paragraph (f) requires that the petition specifically
identify the application to which the petition is direct-
ed. While an identification by application serial
number is not pabsolutely§ essential, the identification
must include enough specificity that the Office can
determine with certainty the application to which the
petition is directed. Paragraph (f) requires service of a
copy of the petition on the applicant, or a duplicate
copy in the event service is not possible, before the
petition will be entered. While the Office might, in
some circumstances, reproduce and serve a petition

Hev. 3, May 1966
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on' thie- epplicant, s member ‘of te péblic would:have
mwmmmwmm.underm
zmph(!).con!&notrelyupmtheomoedoingso
Puamh(g)of}l%mmnmemberof‘the
public that & petition to strike an application for vidla-
tion of - “(c) ‘'of § 1:56 which meets the ‘re-
qmremenu ot’pcmgraph (f)wnllbecom:deredbythe

ngrlph (g) of §1.56 provides the Oﬂice will
send petitioner an acknowledgment of the entry of a
petition to strike in a reissue application file. Howev-
er, the Office will not communicate with the member
of the public filing such a petmon ih non-reissue ap-
plications, except for the return of any self-addressed
postcard wh_iqh was_enclosed which merely acknowl-
edges  receipt of the .petition. The member of the
public filing the petition- will not -be permitted to con-
tact. the Office as to. the dnsposmon, or status, of the
petition, or to perticipate in any: Office proceeding re-
lating to the petition, Nofurtherpaperswﬂlbeac-
knowledged -or considered - unless .they . raise: new
issues:.which- could::not have been: earlier: presented
and -thereby - comistitute -8 - new ‘proper- petition. Mere
arguments relatinig to tlie Office’s decision on the peti-
tion or applicant’s response to the petition ‘'would not
qualify as .2 new proper petition. The disposition of
thepetxt:on,onceonehasbeenﬁledwﬁlunderpam
graph (g), be an ex parte matter’ between the Office
and the applicant. '

Paragraph (g) provides for communication by the
Office with thé applicant regarding a petmon to strike
the application which has been' entered in the applica-

tion file. Under paragraph (g) the applicant could be

required by the Office to respond to the petition. Any
such response would be ex parte and would not be
served on the member of the public ﬁlmg the petition.

Petitions to ‘strike, in addition to complying with
§ 1.56(f), should contain a statement of the alleged
facts involved, the point or points to be reviewed, and
the action requested. Any briefs or memorandum in
support of the petition, and any affidavits, declara-
tions, depositions, exhibits, or other materials in sup-
port of the alleged facts, should accompany the peti-
tion.

Petitions to strike can be submitied by mail to the
Commissioner of Patenis and Trademarks, Washing-
ton, D.C. 20231, and should be directed to the atten-
tion of the Office of the Assistant Commissioner for
Patents, Room 3-11A13,

Petitions under § 1.56(f) must, be immediately re-
ferred to the Office of the Assistant Commissioner for
Patents along with the relevant application files (see
2022.01).

$2016 Fraud, Imequitable Conduct or Violation
g]f Duty of Disclosure Affects All Claims [R-

A finding of “fraud”, “inequitable conduct” or vio-
lation of duty of disclosure with respect to any claim
in an application or patent, renders all the claims
thereof unpatentable or invalid: Chromalloy American
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Corp. v. Alloy Saifates, Ine!, 173 USPQ 295 (N. Del
1972) and Strong v. General Electnc Co., ‘162 USPQ
141 (ND 'Ga. '1968); ‘offd. 168 USPQ" 8 (5th’ Cir.
1970). In J.P. Stevens&Co V. Lex Tex Lid., Inc.;
zzswgsrq 1089 1093-1094 (Fed Cir. 1984). the court
stated,

“Once a court concludee that mequmhle couduct
occurred, all the claims—not just the particulsr claims
to wluch the ineguitable conduct is directly. connect-
ed—are unenforceable. See generally, cases collected
in 4 Chisum, PATENTS, paragraph 19.03(6] at 19-85
n. 10 (1984). Inequmble conduct “goes to the patent

nght as a8 whole, i tly of particular claims”.
In re Clark, 522 F.2d 623 (187 USPQ 209, 212
(CCPA).” ;

_ The Court noted in Stevens t.hat whxle in
“In re Multidistrict Litigation Involving Fmst Patent. ”
540 F. 2d 601, 611, 191 USPQ 241, 249 (3rd. Cir.
1976), some clauns were upheld desplte nondnsclosure
| fespect, to others. The case is mot. precedent

T ds stated in G’emnto Jewelry ‘Co. W Lambert Bros..
Inc., 542 F Supp 933 216 USPQ 976 984 (S D. N Y
1982);5:: .x sl o
‘Thegravemenofthe fraud defense is. t.hat the pat-
entee has failed to discharge his duty of dealing with
the exaniiner in a manner free from the taint of “fraud
or other mequltable ccnduct’ If such” conduct is es-
tablished in connection with the’ prosecutnon of a
patent, the fact that the lack of candor did not direct-
ly affect all the cleims in the patent has never been
the governing principle. It is the inequitable conduct
that generates the unenforceability of the patent.and
we cannot think of any cases where a patentee partial-
ly eecaped the consequences of: his wrongful acts by
arguing that he only committed acts of omission or
commission with respect to a limited number of
claims. It is an all or nothing proposition. [Emphasis
in original.]

Clearly, “fraud”, “inequitable conduct” or “viola-
tion of duty of disclosure” with respect to any claim
renders all claims in an application unpatentable and
subject - to ‘rejection in accordance with 37 CFR
1.56(d): see 2033.¢

2019 Examinaﬁon of Applications Having Issues
Under 37 CFR 1.56(c) [R-3]

Consideration of issues under 37 CFR 1.56(c) will
not mormally, consistent with long standing Office
practice, be deferred, but will occur prior to examina-
tion as to issues of patentability, or as soon as such
issues are discovered or identified. Similarly, consider-
ation of petitions to strike uader § 1.56(c) will not
normally be deferred. Section 1.56(g) provides that
such petitions, when filed in conformance with
§ 1.56(f) will be considered by the Office.

Identification of Issues and Referral to Office of
Asgistent Commissioner for Patents
As soon as possible issues under 37 CFR 1.57(c) are
identified to for by the examiner (note §§ 2005 and
2006), the application should be forwarded to the

2000-21

LB REJECTING AND STRIKING OF APPLICATIONS - 2020017

Officé. of the ‘Asistant Commissibrier ‘for | Patetits - for
consideration. The application should 6k | soconipanied
by a. brief memorandum identifying the issues and
where in the documents and other material the facts
andalleaamscanbeloeeted.\vherethemferrd
comes from an exsmining  group, the mmomrdum
should be signed by the group director. T

2020 Ezemingtion of Applieaﬂon‘e Htvlnz
of Fraud, ¢Inequitable Conduct¢ * * * snd/
or Viohﬁon of the Duty of Disclosure [R-3]
While . issues of fraud . inequitable conduct¢ or
violation .of the duty of disclosure do not arise in a
large percentage of the applications examined by the
Office, such issues arise with sufficient frequency that
examiners and other Office personnel should be cogni-
zant of such issues and how they are treated proce-
durally;,wit'hin the Office. A review of the preceding
sections of this Chapter will render it clear as to the
typesofmxeswhlchcanbemsed or which cen be
present. In addition, it is appropriste to-identify. typi-
cal. issues which can be raised,  or which are presest,
with some degree. of freguency in various types of. ap-
plications in order that. Ofﬁce petsonnel wxll be cogm
zuntofthesnme SR

2020 01 Typncnl Issues Present in Orlgmal Ap-
;) pheatlons [R-3] : :
Typrcal issues - fcund in ongmal apphcatwns, ie,;

apphcanons other than reissue, relate to such matiers
as -irregularities in. affidavits -and allegations that im-

proper inventors have been knowingly and fraudu-

lently ‘named. Inventorship disputes typically arise
where one or more: of the named inventors believe
that the inventive entity is improperly constituted, or
in circumstances where an unnamed individual be-
lieves he or she should be named as an inventor and
alleges that the failure to do so occurred as a result of
bad faith. Another issue which arises with some
degree of frequency is the failure to identify the
source of copied patent claims as required by 37 CFR
1.205(b) and § 1101.02(d). Other issues arise through
the failure to disclose to the Office prior patents to
the same applicant or assignee, or pnor abandoned or
copendmg appllcatlons of the same applicant or as-
signee, which are “material to the examination” of the
application under consideration: Note' Armour & Co.
v. Swift & Co., 175 USPQ 70, 79 (7th Cir. 1972).
¢ ¢ ¢ pUndisclosed prior§ publications of the same
applicant and/or assignee are also the source of some
issues in original applications, as are prior public uses
and/or sales which are either not disclosed by the ap-
plicant, but are discovered by the Office, or are dis-
closed to the Office by someone other than the appli-
cant. Allegations that the oath or declaration is false
in some material respect also arise in original applica-
tions, e.g., an oath or declaration stating that no for-
eign application has been filed when foreign applica-
tions have in fact been filed.

Rev. 3, My 1986
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The iawes whiéh e e
present, in reissue spplicatior
which can' be - present ‘i original -
souhe ‘otherd' as- well: !nfwt,themmyof“frh
®, “inequitable condict”§ ot violation of the’ dmy of
disclosure issues which arise are in reissue &
wlmeathe been,‘, ed in. litiga-
tion.. The fact thet.more issues of “fmud" or “viola-
uon of the duty of disclosure” arise in reissue apphca-

tions than in original applications is not mpmmg in
view of the public accessibility of the reissue applica-
tions and- also ‘the fact that the issues cam be raised
with regard to both the original’ prosecution of the
petent and also the ‘prosecution of the reissue applica-
tion.” Probably -the ‘most- common -issues -arise as a
result of the failure to disclose during the prosecution
of ' the original - application’ which resplted - in  the
patent the existence of (1):prior art pateats and/or
publications::known: to - those individuals covered by
37:CFR 1:56{a) during the pendency of the original
application’ or(2)- prior-public' use :and/or on sale
isswes which resulted from activities on behalf of the
applicant and/or the assignee more thsn -one year
prior . to the effective filing date to which the claims
are entitled. For example; if the’ ongmal patent issues
without disclosure to the Office of prior patents or
publications, ‘or without disclosure of public use and/
or. onsale: questions regarding activities more than
one year prior to the effective filing date to which the
claims are: entitled, issues of “fraud” or “violation. of
the duty of disclosure” are present in the reissue ap-
plication if the individuals identified in § 1.56(a) had
knowledge of the information prior to the issuance of
the patent.

Other examples of issues which can arise are any
one or more of those set forth in § 2011. Any issue re-
lating to “fraud” or ‘“‘violation of the duty of disclo-
suze” which can be raised in litigation relating to the
patent can also be raised, or can be present, in Office
proceedings for reissuance of the patent.

2020.03 Identification of Issues and Referral to
Office of Assistant Commissioner for Patents
R-3

As soon as an issue of “fraud” §, “inequitable con-
dect”g or “violation of the duty of disclosure” is
identified in, or with regard to, an application, the ap-
plication should be forwarded to the Office of the As-
sistant Commissioner for Patents. The application
should be accompanied by a brief memorandum iden-
tifying the issue(s) of “fraud” §, “inequitable con-
duct”§ or “violation of the duty of disclosure” and
pointing out what facts and/or allegations raise the
issue{s)and where in the documents and/or other ma-
terials the facts and/or allegations can be located.

The brief memorandum should include the wording

of Form Paragraph 20.01.

includealloltbeiuues
‘ and

Bew. 3, May 1986

o umx. OF: PATENT EXAMINING PROCEDURE: ¢ v 17301

200! mmmmqﬂwqu ant Commissioner,,. ",
< ThE B m&mm:mmmnumeﬁu
mdMe%ﬂono!duﬁyngmremd/ormwh
present pursssnt o 37 CFR 1.56. Briefly, the issue involves [l}. ]
accordance with Section 2020.03 of the MPEP, this applicat
hereby referred to the Office’ of the Assistant Comm
Pmmmmofthebumdﬁlmimngompmfm
- Thiy form mmph is lmdﬁu purpua ofpmdudng @ memoran-
Mmm%afmem.mr Commmerﬁrmlm It is nos
used In Office ections, . - g
Where the referral comes from sn examining group,
the memorandum should be signed by the group di-
rector. Applications which hsve' been previously re-
ferred to the Assistant Commissioner’s Office and re-
turned for examination, need not be referred agam,
until aﬁer the close of prosecnnon before the eyamin-
er, even though additional “fraud” §, “inequitable
conduct™§ or “violation of the duty of disclosure”™
issues are raised. However, the initial referral must
not be delayed, but must take place as soon as the
lssuemldenuﬁed

2921 Imitial Review and Tmtment by Ofﬁce of
- ‘Assistant Commissioner for Pateats- [R-3]

- After recelpt of the apphcatxon in the Ofﬁce of the
Assistant Commissioner for Patents, the apphcatmn is
reviewed to determine what action is appropnate at
that stage of the exammatlon ‘ ,

DEFERRAL OF “FRAUD” @, “lmaqurr'AnLE CoN-
DUCT ¢ OR "VIOLATION OF Dtmr OF Dnscmsum-:"
IsSUES

37 CFR 1.56(¢) as promulgated effect:ve July, 1982
provides, :
“The ezssmination of an apphcatnon for comphance with para-
graph (d) of this section will normally be delsyed until such time as
(1) all other matters are resolved, or (2) appeliant’s reply brief pur-
suant to § 1.193(b) has been received and the application is other-
wise prepared for consideration by the Board of Appeals L

New Section (e) continues the present Office polxcy
of deferring comsideration of issues. of “fraud” §"in-
equitable conduct”§ or “violation of. duty.of disclo-
sure” in any application until the other issues are re-
solved or the application is otherwise ready for con-
sideration by the Board of .Patent‘ Appeals pand
Interferences§ (note § 1448).

Thus, under normal circumstances an application
referred to the Office of the Assistant Commissioner
for Patents would be returned to the group director
for examination along with any appropriate examining
instructions After completion of examination before
the examiner, or at such time as the application is oth-
erwise ready for comsideration by the Board of
$Patent§ Appeals pand Interferencesq, the application
is returned to the Office of the Assistant Commission-
er for Patents (see § 2022.03) for consideration of the
issue(s) of “fraud” §, “inequitable conduct”§ and/or
“violation of the duty of disclosure”. See In re Gabri-
el, 203 USPQ 463 (Comr. Pats. 1978); and § 2030.
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Im-isﬂCFRl.SG(c)Notm.

provided i §:1L.56(g), petmom 2 3K mihe under
§1.56(g), which are filed i conformence with
§:1.56(f), wﬂlbeeoMaedbytheOfﬁee,Sacheon
udeunonmllnotmtmﬂybedeferred. Do

202101 Defmﬂelneeisimonlmofc'on

- doet Prenuﬁei in Protests [R-3]

The . emtmg Office pohc_ of defernng consider-
ation of issues of “fraud” §, “inequitsble conduct”§
"and “violation of duty of disclosure”, as prov:ded for
in 37 CFR 1. 56(e) (see §2021), extends to such issues
whese presented in protests filed under 8 1.56(h) and
1.291(a). Matters other than “fraud” , “mqultable
conduct”‘ or “violation of . the duty. of disclosure”
raised in a protest, for. example, patentabihty in hght
of references, will be treated by the examiner .or other
appropriate official. Requests relating. to- ptocedural
matters involving exammanon of the apphcauon wﬂl

be ‘decided by thie' exi
siich tequests have akudy treated by the Ofﬁce
mei’ for Patents. "7

of the Assistant’ ikl »

- Protedts raising isswes 'of possible “frand” meqm-
table conduct”§ or“violation of duty of disclosure”
filed after- anapplicition has been initially ‘reviewed
and returned for examination by the Office of the As-
sistant Commissioner for Patents: ‘will ordinarily be ac-
knowledged by the examining group director as set
forth in §1.291(c). In Acknowledging such protest in

a reissue application, the group, director will indicate
that the protest will be forwarded to the Office of the
Assistant Commissioner for Patents for decision on
the conduct issues after all other issues are resolved
or the application is otherwise ready for consideration
by the Board of §Patent§ Appeals pand Interfer-
encesd.

2021.02 Suspension of Action Because of Litiga-
tion [R-3]

In order to avoid duplication of effort, action is
sometimes suspended because of the litigation. See
§ 1442.02. Under some ciscumstances, examination is
expedited. See § 1442.03. Under the expedited exami-
nation procedures, issues of “fraud” §, “imequitable
conduct”§ or “violation of the duty of disclosure” are
deferred until other issues are * $resolved, or the ap-
plication is otherwise ready for consideration by the
Board of Patent Appeals and Interferences§ See
§1448 and §1.56(e).

202103 Returning Application to Group Direc-
tor for Examination [R~3]

Following the initial review by the Office of the
Assistant Commissioner for Patents of an application
containing possible issues of “fraud” §, “inequitable
conduct”§ or “violation of duty of disclosure”, under
most circumstances the application is returned to the
group director for immediate examination as to all

200023

matteu zother &hm “fraud® §, “inequitable conduct”§

Z'L‘“Y 5 disclosiire". Retiiri of the

SOmedewkofOYﬁcepracuceinthmareaare dis-

cumd for example, in Tn re Schiegel, 200 USPQ 791,

800 (Comr. Pats. 1977). and 1n re Gabnel 203 USPQ
468 (Comr. Pats. 1978). '

2021.06 Requirements for lnformntion

Under some circumstances the initial review by the
Office of the Assistant' Commissioner for Patents re-
veals the necessity, or des:rabxhty, of seekmg more in-
formation . relating to. specific .issues: Such issues re-
quiring more information include: (1) execution of an
application in blank or’ w:thout review thereof, (2) al-
teration of apphcatlon papers after signing of the qath
and’ (3) mventorshlp or possible pubhc use and/or
sale, prior to or as part of a decision returmng the ap-
plication - for : examination. .Such reguirements for: in-
formation. are. provxded for, consistent with: existing
Office. procedures,. in.paragraph () :of §1.56 as pro-
mulgated effective July 1, 1982. Authority for such
requirements is provided by 35 U.S.C. 132. Requn'e-
ments for mformatlon may be’ utlhzed where it ap-
pears that more mformanon may be necessary in
where it appears that such’ mformation may be avail-
able to applicant. ‘The requn‘ements frequently take
the form of written questions directed to those indi-
wduals likely to have desired mformatlon or to have

thereto

2022 Examination by the Examiner After
RetumF&omtheOfﬁceoftheAssistant

Commissioner [R-3]

It is mportant that the examiner’s actions on appli-
cations returned for examination under this Chapter
be complete, thorough, and set forth detalled reasons
for any conclusions reached by the examiner. Detailed
reasons are important since subseguent decisions by
the Office of the Assistant Commissioner for Patents
frequently refer to, and rely upon, the decision of the
examiner on issues such as whether or not the claims
aviod the prior art, and the materiality of prior art
references. The basis for the examiner’s decision, and
the reasons for reaching that decision, must be clearly
reflected in the examiner’s actions. The examiner must
be careful that no significant issues are overlooked
and that the materiality, or lack of materiality, of the
refernces is apparent from the actions. Any examining
instructions from the Office of the Assistant Commis-
sioner for Patents must be foliowed explicitly. In ad-
dition, the examiner must conduct a “normal” exami-
nation on the merits, including a thorough search of
the relevant prior art.

Rev. 3, May 1966
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; "vmlauon of the duty f. dis-
clouure” will not be conudered by the examiner, Ex-
aminers must refrain from. in Office. ac-
tions on issues of “fraud” §), “meqmtable conduct”‘ or

vnohnoaofthedutyofdnclosure ‘The Office
action by the examiner’m applications being examined
under the provisions of this Chspter should include
Form Paragraph 20 02

20.02 Defmul of conduct issues

Conslderauon of any issues relatmg to possible “fmud" or vwh-
tion of the duty of disclosure are being deferred, consistent with 37
CFR: 1.56{¢), pending resolotion of ell other matters in favor of sp-
plicast, or the spplication being otherwise resdy for consideration
by the Board of §Patent@: Appesls fand Interferemces, at: which
umemmapphewonwmurefenedwtheomceofthemt
Cominissioner for Patents for consxdemuon of a.ny such issues.

ExﬂmNon: s
’l'heparigmphshouldonlybemcludedmOﬁuncuonsaﬂerme
appﬁeaﬁon lms'been returned to the exammer under MPEP 2022

2022 01 Exminer Notation and Deferral of ‘Ad-
i ditionsl Iesues of Fraud ¢, Imequitable Con-
d[;cg orVnohﬂonoftheDltyofDisclosure

Where the apphcatxon has prevmusly been referred
to, reviewed by, and returned for examination by the

Office of the Assistant Commxssxoner for Patents, and

the examiner ‘becomes .aware of additional issues of

“fraud” §, “meqmtable conduct”c or “violation of

duty of disclosure”, the examiner will note the exist-

eice of such issues in’ ‘the next Ofﬁce action. Howev-
er, the examiner will not commeént on the substantive
merit of such issues, and will indicate that comsider-
gtion of such: sdditionsl issues will be deferred until
all other matters before the examiner have been dis-
posed of or the application . is otherwise ready for
consideration by the Board of § Patent§ Appeals pand

Intetferences‘, at which time the case will be pre-

turned§ * to the Office of the Assistant Commissioner

for Patents for consideration of such issues.
Form Paragraph 20.03 should be used in the office
action.

2003 Examiner notes additional conduct lssues

It is noted that additional issues as to conduct by or on behalf of
the applicant have been raised in [1]. Consideration of these addi-
tional issues will be deferred until all other questions as to patent-
ability have been resolved in favor of applicant, or the application
is otherwise. ready for consideration by the Boasd of §Patentg Ap-
peals gand Interferences§, at which time this application will be for-
warded to the Office of the Assistant Commissioner for Patents for
consideration of any questions concerning conduct by or on behalf
of applicant.

Essminer Note:

The blaak should be filled with reference to the protest, declara-

tion, paper no., etc., in which the additional issue is raised.

This form paragraph should only be employed if the application
previously has been referred to the Office of the Assistant Commis-

sioner.

Rev. 3, May 1966

CIReTTY
§,
3 YT

' No claims should. be. iadicated as “allowable” or
ﬂhwed ity these cases since the application will not
beueomuonﬁmallowmce,eveniftheclmmm

otherwisé patentable; until afler: the “fraud™ §, “in-
equitsble conduct’'§-or “violation- of the duty of dis-
closure” issues are resolved. The action by the exam-
iner should, where appropmte only indicate that the
designated claims avoid the prior art, the rejectlons of
record, etc. A statement by the examiner that the
claims are allowsble would be inappropriste where a_
substantial ‘issue such as “fraud” §, “inequitable con-

duct”. or “violation’ of ‘the duty of disclosure” re-
mains unresolved "Under no circumstances should the
examiner pass’the’ appheatmn ‘for issue without con-

sideration of, and 'a decision on, the issue(s) of “fraud”
b, meqmtable conduct”¢ or “violation of the duty of
disclosure™ by the Ofﬁce of ‘the Asslstant Commxs

sxoner for Patents. ’

2022.03 Close of Pmﬁnn aml Forwarding of
.- Applications -to Office .of Assistant. Commis-
sioner for Patents. After. All : Other. Matters
_Are : Resolved -or. Applicaﬁon is - Otherwise
_ Ready .. for .. Considerstion. . by . Board -of
. PPatentd Appeals band Interferemes‘ R-3].

When all other: matters ‘except issues relntmg to
possible “fraud” §, “meqmtable conduct”§ or “viola-
tion of ‘the duty‘of disclosure™ have been resolved in
favor of applxcant, the examiner should close the pros-
ecution of the application’ on its merits using the fol-
fowing: language from Form Paragraph 20.04 in the

Ofﬁce actxon I

20.04 Clo:mg pm:ecuuon-eanduct isswes remain

In view of applicant’s commuanication filed on [1], claim [2] con-
sidered to avoid the rejections of record in the application. Accord-
mgly, prosecution before the examiner on the merits of this applica-
tioa s closed. However, & determination of the issues rclatmg to
questions &s to conduct by or on behalf of applicant remains out-
standing.

This application is being referred to the Office of the Assistant
Comsmissioner for Patents pursuant to MPEP 2022.03 for further
considération in regard to the question of conduct. Applicant will
be sent further communications in due course.

Ezsminer Note: |

Use either this paragnph or the following parsgraph 20.05 to
close prosecution.

In a reissue appllcauon ﬁled with and containing
only a 37 CFR 1.175(a)(4) type cath or declaration
(note § 1414.02), and where all issues execpt those re-
lating to possible “fraud” §, “inequitable conduct”@ or
“violation of duty of disclosure” have been resolved
in favor of patentability, the examiner’s action should
include the following wording from Form Paragraph
20.06.

20006 Reissue containing only 37 CEFR 1.175(a)(4) and conduct issues

As a resvit of examination of this application, ail cleims are con-
sidered to avoid the art of record. A determination of issues relat-
ing to questions of conduct by or on behalf of applicant remasins

2000-24




&«mmmmummwwmmofd
applicest, this epplication will be returned . 60 the Group Director
fot amediate action by the examiner who will reject this applice-
, umybuuforarembeuue:lsvsc 288

douaotauthoﬁurehmeofapasémmlmhideemedtobe
whollyorpuﬂyinopenﬁveofhvdﬂ (R

When sa tion is ready for eonuderanon by
the Boafd of pPatent§ Appeals. and Interferencesd
e.g., applicant’s reply brief pursuant to § 1.193(b) has
been received, the examiner should suspend the
appesl and forward the application to the Office of
the Assistant Commissioner for Patents using the fol-
lowing language from Form Pamgraph 20. 07 in the
Oﬂ" ice action: .

2&07 Forwarding to Assistant Cammm'roner ﬁ:r Pamu* aﬁer Reretpf
* of Reply Brief .

“This applicetion is feady for considerstion by the Board -of
¢Patent@§ Appesls fend Interferences§ following: receipt of  appli-
cant’s Reply. Brief pursusat to 37 CFR 1193} filed ~——rr,
exceptﬂmmuearemamrelaungtoquemomofcondmtbyoron
behalf of spplicant. The apped is heteby suspénded and this apph-
cauonmbemgfmwardedmmeOlﬁceoftheAmmmCommls-
sioner ‘for Patents' for consideration: of sech isues (eée 37 CFR
1.56{c)). Apphmt will be . sent: further com:mcauons simi dne
course..

Where an apphcaﬂon, other than ‘an apphcauon
under § 1.175(a)(4), would have been in coadition for
allowance on first action except for issues relating to
powble “fraud” 9, “inequitable conduct”Q or: “viola«
tion of the duty of disclosure”, the examiner should
close the prosecution of the application on the merits
wsing the following lauguage from Form Paragraph
20.0§ in the Office action '

2005 Closing prosecution-conduct issues remain

Prosecution before the examiner og the merits of this application
is closed. However, & determination of the issues relating. to the
question of conduct remains outstanding.

This application is being referred to the Office of the Assxstant
Comsmnissioner for Patent pursusnt to MPEP 2202.03 for consider-
ation in regard to the question of conduct by or on behalf of appli-
cant. Applicant will be sent further communications in due course.

Examiner Note:
. Use either this paragraph or paragraph 20.04 to close prosecu-
tion.

After mailing of the Office action, the application
should be transmitted via the supervisory primary ex-
aminer and the group director to the Office of the As-
sistant Commissioner for Patents for consideration of
the question of “fraud” §, “inequitable conduct”§ or
“violation of the duty of disclosure”. If additional in-
formation from the examiner is necessary, or desira-
ble, to properly conduct the investigation, the applica-
tion may be returned to the examiner, by way of the
group director, to supply such information; such as
for the examiner’s opinion as to “materiality” of cer-
tain prior art or information; or further examination as
to matters of patentability other than “fraud” §, “in-
equitable conduct”§ or “violation of duty of disclo-
sure”.

200025
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Where an dpplication’ eontuining quemons of
“fraud” §, “mequit,nbl - ‘cornidi t”¢ or “violation of the
duty of disclosnre” d during exami-
‘examiner, vthe sbandoned application
must be forwarded 0. the Office of the Assistant
Commissioner for’ Putents pnor to forwardmg to the
Abmdoned Flles Umt

202205 Detmkmion of “Error Wltholt Any
Deceptive lntenﬂon” R

If the' apphcauon i8 & reissue Applicahon, the action
by the examiner miy _extend to a determination as to
whether tlie “error” réquired by 35 U.S.C. 251 has
been alleged ‘and shown. Further, the examiner should
determine whether applicant has averred in the reissue
oath or declaration, as required by 37 CFR
1.175(a)(6), that said ‘‘errors” arose “without sny de-
ceptive intention.” Howéver; the examiner should not
h_,whether in--fact.: the

On recelpt of an apphcanon contauung issues relat-
ing to § 1.56(c), the application will be examined as to
such i issues, normally without ‘deferment of such con-
sideration, by the Office of the. Assistant Commission-
er for Patents (see §2019) ‘The § 1.56(c) questions are
first mthxgated so that the Office has as many facts
of record as possnble in. decndmg the issues. This in-
vestigation commonly includes a reqmrement for in-
formation where the initial mvestlgatlon indicates the
necessity or desu'abxllty of acquiring further informa-
tion (note §§2021 04 and 2031, and § 1.56(i)). During
the examination for comphance with § 1.56(c) the ap-
plication may. be remanded to the Primary Examiner
for opinion(s) as to materiality, or for further action
where appropnate .

Where the investigation reveals that suﬁlctent facts
and information are present to warrant striking the
application under §1.56(c), an order to show cause
may be issued; see § 2032, If no satisfactory answer to
the “order to show cause” is received or if the prima
facie case is not overcome, a decision striking the ap-
plication under 37 CFR 1.56(c) may be issued. Where
the “order to show cause” is adequately rebutted or
the prima facie case shown not to exist, a “decision
refusing action under 37 CFR 1.56(c)”’ will normally
be entered. See § 2050.

2030 Examipation as to Issues of “Fraud” or
Violation of the Duty of Disclosure [R-=3]

An spplication containing issues of “fraud” §, “in-

equitable conduct”@ or “violation of the duty of dis-

closure” will be returned to the Office of the Assist-

Hev. 3, May 1946
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all other matters, bcforethe sRAmIner,

quirement 6f 5 2020.03 to uutxally refer the appltcauou
to the Office of the Assistant Commissioner for Put-
ents as s0oa as an issué of “fraud” §, “inequitable con-
duct”@ or “violation of the: duty of :disclosure” is
identified should not be overlooked by the examiner.
“Fraud” §, “meqmtablc conduct”§.and “duty of dis-
closure” questions- are first mvestngated so. that. the
Office has as many of the facts .of record as possxble
in deciding the issues. . ,

" See §§ 2031 and2033 L

EXAMINA'HON Wm-:m-: Pnrm\xv ExAm:NEns HAS
CLOSED ProSECUTION WITHOUT APPEAL:

-~ When the Pmnary ‘Examirer conchides' exammatlon
wrthout appeal ‘to the' Board of QPateth Appcals

§l 56-are rmlved wrthuut appeal the»'anaty
aminer will close the prosecation’ of thé: appltcatlon
on the merits using.the. language set: forth i
The application will then be returned he
the Assistant Commissioner for Patents, where the
prosecution of the apphcatlon will be reopened to’ the
extent necessary to ‘conduct the’ exammatxon for com-
pliance with § 1.56(d), mcludmg any appeal pursuant
to § 1.191. See § 1.56(¢).. Prior to reopening the ‘pros-
ecution applicant may be required under’ §l 56(i) to
supply information pursuant to §1, 56(a) i order for
the Office to decide’ any issues presént; see §2031. If
it is determined that a rejection pursuant to §1.56(d) is
requlred the prosecution of the apphcanon will be re-
opened in order to 'make such a rejection; see ‘§ 2033.
Puring the exammanon for compliance with § 1.56(d)
the applncatlon may be remanded to the Primary Ex-
aminer for ‘opinion(s) as to matenahty or ‘other mat-
ters, or for further action ‘where appropriate. An
appeal to the Board of §Patent§ Appeals $and Inter-
fcrences‘ may be taken frofii any decision ﬁnal!y Te-
jecting the claims pursuant to-§ 1.56(d), or ‘wherein
the claims have been twice rejected; see § 1.191. The
normal appeal pfocedures will be followed. If it is
concluded that no rejection for failure to comply with
§ 1.56(d) is appropriate, a2 decision refusing action
under 37 CFR 1.56 will be mailed to applicant; see
§ 2050. The application will then be returned to the
Examining Group Director for appropriate action by
the Primary Examiner; see § 2051,
ExXAMINATION WHERE PRIMARY EXAMINER'S
Resecrion Has BEEN APPEALED
Where the Primary Examiner’s rejection has been
appealed to the Board of $Patent¢ Appesie Pand
Interferences§, the Primary Examiner will have sus-
pended the appeal (see § 2022.03) prior to the applica-

Hev. 3, May 1966
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uou'“beiug retumed_ to.the“‘ Office ‘of “thé  Assistant
atenis for examination for compli-
ancethh§l§6(d). If the appeal has not been 0. sus-
pended, theappedwﬂlmrmaﬂybewspeudedmthe
ﬁm communmtwn by the' Office of - the - Assistant
ér.' Priorto ‘removing ‘the suspension of
the appeal, applicant may be required under §1 560)
to supply information pursuant to -§ 1.56(z) in order
for the Office to decide any issues _present; see §2031.
Durmg the ‘exammnt:on for compllance with § 1.56(d),
> ‘application may"be ‘remanded to the annry Ex-
aminer for opmxon(s) as to matenahty or other mat-
ters, or for’ further action ‘where appmpmte If it is
determined that a ejectxon pursuant to § 1. 56(d) is re-
quired, the decision rejecting the claims ‘will, in ac-
cordance with §1.193(c), constitute &' supplemental
examiner’s answer introducing a new ground of rejec-
tion and removing .the suspension of.the appeal §:
note, for example, In re Jerabek, 229 USPQ 530 (Fed.
Cir. .1986, wherein. the. Court .of. Appea]s for the Fed-
eral Circuit afﬁrmedthe :Board- decisi
sustammg the
of all clalms
13land132; i . 1.56(¢ - Vi
tion of duty .of disclosure;. Wluch rejectnon was ‘set
forth in-a Supplemental - Exsminer’s: Answer vnder 37
CFR 1.193(c)¢. Appeliant’s reply to the new grotnd
of rejection will be due within two months from the
date - of :the supplemental examiner’s answer: Such
reply. ‘will- be. considered and . responded .to as neces-
sary. A.ppellant may file a reply brief directed to_any
such response within one month:of the date of the re-
sponse or: within such other time as may be set in the
regponse.- See § 1.193(c). If it is concluded that no re-
jection for failure to comply with § 1.56(d) is appro-
priate a decision refusing action under 37 CFR 1.56
will be mailed to appellant. That decision' will also
remove: the suspension of the appeal and the applica-
tion will be forwarded to the Board of pPatent§ Ap-
peals pand Interferencesq for decision on the appeal.

2031 Requu'ement for Information

The investigation (see §8 2029 and 2030) by the
Office of the Assistant Commissioner For Patents has
normally beer by means of “Requirements for Infor-
matior” in the form of a written set of questions sent
to the applicant and/or others which require or re-
quest informsation. Such “Requirements for Informa-
tion” are provided for in general by 35 U.S.C. 132,
and with respect to reissues specifically by 37 CFR
1.175(b).

In conformance with existing Office practice, 37
CFR 1.56 was amended effective July 1, 1982 to in-
clude subsection (i} which provides,

(i) The Office may require applicant to supply information pursu-
asnt to paragraph (8) of this section in order for the Office to decide
any issues relating to paragraphs (c) and (d) of this section which
.I:: gfrued by & petition or e protest, or ere otherwise discovered by
t ice.

New paragraph (i) provides for the Office requiring
the applicant to supply information pursuant to para-
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DUTY OF DISCLOSURE; REJECTING AND STRIKING OF APPLICATIONS

mnh (Q)Of 5913.56&11 sarder; for the Qffice. to decide
hs: o) and (d) of § 1.56,
whuhetornotmch usuesaruenamultof;peu-
uonor:protest, orarmefrome@enources,eg.
examiner discovering the issde ‘while studying the ap-
plication’ file.; Any requirements for information under
new peragraph (i) will be ex parte in fature between
the Office and the applicant.: The ex parte nature of
the requirements: for 'information umder new pers-
gmph (i) differs from past practice under which infor-
mation was required, or requested, from applicant and
one or more petitioners or protestors in some cases:
. Where the examination revesls the need for more
information or that more.information would be neces-
sary or esppropriate, additional “Reqmrements for In-
formation” may be necessary ,

2031.01 Form of Respme |

. Where the “Requirement for Informatnon” contains
questions directed to applicant’s registered attorney. or
agent, the answers supplied by counsel may be over
counsél’s signature. Where questions ‘are directed to

persons other than applicant’s regntered attorney or
agent, the answers are required to be in the form of
affidavits or declarations. Responses should be direct-
ed to the attention of the Ofﬁce of tbe Asgistant Com-
missioner for Patents.

2031.02 TimeforRespom R

" The “Requirement for Information” will normally
set a time for response, usually one or two months de-
pending on the nature of the guestions and the status
of the applications, e.g., reissue, litigstion stayed, etc.
The time may be extended up to four months as pro-
vided in 37 CFR 1.136(a), if 2 petition for an exten-
sion of time and the fee set in § 1.17 are filed prior to
or with the response. However, for requirements in
reissue applications wherein the patent sought to be
reissued is involved in litigation and applicant has
been notified in an Office action that an extension of
time cannot be obtained under § 1.136(a), any exten-
sion of time to respond must be obtained under
§ 1.136(b), which request will only be granted for suf-
ficient cause; see § 710.02(e).

2032 Order To Show Cause

Where the investigation reveals a prima facie case
exists that the oath or declaration was signed in blank,
or without review thereof and of the specification, in-
cluding the claims, or that the application filed in the
Office was altered after signing of the oath or declara-
tion; an “Order To Show Cause” why the application
should not be stricken under 37 CFR 1.56(c) may be
issued. Note §§ 2005 and 2006.

203201 Time for Response

A time for response will be set in the “Order to
Show Cause”, usually two months.
2032.02 Effect of Failure To Respond

Failure to respond or the filing of an insufficient re-
sponse may result in or necessitate a decision striking
the application from the files in accordance with 37
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Where the' invmgution reveals "’ihat ‘s primh facie
case of “fravid” §;' “mequmib!e bon&uct”c or*“viols-
tion of duty of disclosure” exists; all the cliims ‘of the
application. will be rejected upon examinatiop pursu-
ant to 35 US.C. 131 and 132.0n the ground that ap-
plicant is not entitled to a patent under the law. This
occurs if it is established by clear snd convincing evi-
dence (1) that any “fraud §”, or “inequitable con-
duct”§¢ was practiced or ‘attempted ' on the Office in
connection with. the: application, or -in: connection
with any previous application upon which the appli-
cation relies, or.(2) that there was: any. “violation of
the..duty, of disclosure” through bad  faith: or gross
negligence in. connection - with any, previous applica-
tion upon which the. apphcatmn relies. Under amend-
ed paragwaph (d), any, rejection which would be made
would include all the claims in the apphcatlon

For purposes of § 1.56(d), a reexamination proceed-
ing-on-a patent would bé considered as being “in con-
nection: with -the ;,applicati‘ojn’?a:insofaratas consideration
of any subsequent reissue application. is-concerned.
The phrase : also includes within its scope the mere re-
i ! matter of application in an-

telying in the second appli-
cation ‘apon the fifst appllcatxon Thius, an appropriate
rejéction ‘apon’ exammatnon pursuant to 35 U.S.C. 131
and 132 based on conduct ‘or actions proscribed by
§ 1,56(dy could not-be avoided ‘merely by refiling the
subject matter of the application in a second. or subse-
quent: application which did not rely upon . the earlier
application. The phrase:“in connection with any pre-
vious application upon which the application relies” is
intended to -include all- apphcatmns upon which the
application under consideration relies, either dlrectly
or indirectly. For example, an application to reissue a
patent obv:ously relies upon the application which re-
sulted in the patent sought to be reissued. Likewise,
continuation apphcatlons, contmuatlon-m-pan’t applica-
tions; and divisional appllcatlons alsn rely upon one or
more parent applications.

STANDARD OF Pnoox-'

The standards used in. re_)ectmg claims under
§ 1.56(d) as amended effective - July 1, 1982 are the
same as those utilized by the Commissioner in striking
appllcatlons pursuant to .§ 1.56(d) prior to July l
1982, i.e., clear and convincing evidence of “fraud §’
“inequitable conduct”§ or any “violation of the duty
of disclosure” through bad faith or gross negligence;
see § 2040.01.

No CrLaivs PREVIOUSLY REJECTED

Where the investigation reveals that a rejection
under § 1.56(d) is proper, and claims in the application
have not previously been rejected, the prosecution
will be reopened (if not previously reopened) and all
the claims in the application so rejected. If after con-
sideration of applicants response to said rejection, it is

- Rev. 3, May 1986



2000 SADTT AN
or adequately rebutted, or the facts snd informution
remaifi spch: 8s/to Wartant rejection, & second: mormal-
Iy ﬁnaqu;ecuon wnllbe;xven. Applicautmynppenl
from said sscc whethexﬁmlornot.n
provdedmﬁl 191(1) STETIURI I

Cwus Pxevmus:.v memn BUT Rmacnom
OVBROOME ' '

thre the Prunary Examiner has prevnously reject-
ed any or all of the cleims in epplication oa say
grounds, e.g., unpateasbility over prior art, but such
rejection has been overcome, and the investigation by
the Office of the Assistant Commissioner for Patents
reveals a rejection upon' examination pursusnt to 35
U.S.C. 131 and 132 for violation of § 1. 56(d) is war-
ranted, a réjection of all ‘the claims on that ground
will be given. Apphennt can reply to ‘such rc)ecaon
under § 1.111 or ‘may appeal such ﬁnal rejecnon as
provided by §1 l9l(a)

APPLICATION: Onmnm RBADY FOR lesmzn
“ ATION-BY: BOARD os QPATBN'N Arpms QAND
Imnmmcas‘

Where the appheanon is otherwxse ready for com-
sideration by the Board. of. QPatente Appeals pand
Interferences‘, and for example, appellant’s reply brief
pursuant to- § 1.193(b) has been received,. the appeal
will -be - suspended and- the application forwarded to
the Office of the Assistant Commissioner for Patents
for examination pursuant to §:1.56(d); see § 1.56(e). As
provided in § 1.56(e), where an' appeal has already
been filed based on a rejection of any or all claims on
other ‘grounds, ‘any rejection unider § 1:56(d) shall be
treated in accordance with § 1.193(c). Paragraph (c)
of § 1.193 provides that any decision rejecting claims
pursuant to § 1.56(d) in an application already on
appeal from a rejection based on other grounds shall
constitute a supplemental examiner’s answer mtroduc-
ing a new ground of rejection and removing the sus-
pension of the appeal introduced pursuant to § 1.56(¢)
Pnote In re Jerabek, supra¢ Prior to entering any
such supplemental examiner’s answer under paragraph
(c), the Office may require information from applicant
pursuant to paragraph (i) of § 1.56. Under paragraph
(c) of §1.193, the appellant may file a reply to the
supplemental examiner’s answer. Paragraph (c) pro-
vides that the appellant’s reply to the supplemental
examiner's answer will be considered and responded
to as necessary with appellant being provided with an
additional month, or such other time as may be set,
within which to reply to any such response from the
Office. After introduction of a supplemental examin-
er's answer pursuant to paragraph (c) and any replies
and response thereto, the application will be forward-
ed to the Board of $Patent§¢ Appeals hand Interfer-
encesg for consideration.

Rev. 3, May 1966

DuworCommn ISR
mw by statute (35 U.8.C. l3l),ure-

upondblcﬁnmngpamu.m
cludundmmrefmpMmchircum-
stances.- This duty was ezplicitly stated by the Court
of Appeeals for the District of Columbia in Draw-
baugh v. Commmmxerof!’atenw. 1896
CD 527, 534, 535:sfonown S

“ltumedutyofﬂxeCommummofl’mupraenhngthe
public; end aleo the private vighits of the inventor involved in the
peiding application, ss well s all other investors having the sanc-
tion of the Patent Office, to see that entire justice be done to all
concerned. The law hss provided cerldin official sgencies to aid
and edvance the work of the Patent Office; wech @ the Primery
Esaminers, the Examiners of Interferences, and the Ezaminers-in-
Chief; but they are ali subordinate, lndsubjectmofﬁcmldlrectmn
of thié Comnsissionér of Paténts, excepl in the free éierciie of their
Judgments in the matters submitted for their exsmpination and deter-
mination, The Commissioner. is the. bead of the Buresu, snd be is

) ‘issug of that Burean. If, therefore there
ground, within the knowledge

'orcogmmceoftheCommxwmer,whythepmtshouldnm

mue,whethathe!pecxﬁcobjecuonbemaedad-:mdupoaby
the - Ezaminers or not, #t &8 his duty:to refuse the patent. ... ™

Thus, when the patent should not- issue for “any
substantial, reasonable ground, within the knowledge
or cognizance of the Commissioner,” “iti is, his duty to
refuse the patent. »o B )

37CFR156

Sectlon 1.56(c) prowdw that

Any appllcanon may be stricken from the files if: (1) An osth or
declarstiont pursusnt to §1.63 is signed in blank; (2) An cath or
declaration pursusat to § 1.63 is signed without review thereof by
the pereon making the oath or declaration; (3) An oath or declara-
tion pursusnt to § 1.63 is signed without review of the specification,
including the claims, as required by § 1.63(b); or (4) The application
papers filed in the Office are altered after the signing of an osth or
declaration ‘pursusnt to § 1:63 referring to those application' papers.

Thus, the authonty to strike by the Commissioner
is discretionary in such cases if there is no “fraud”
present. As noted in §§ 2005 and 2006 the Office con-
siders this at least serious misconduct.

Section 1.56(d) provides:

(d) No patent will be granted on an application in connection
with which fraud on the Office was practiced or attempted or the
duty of disclosure was violated. through bad faith or gross negh

gence. The claims in an spplication shall be rejected if upon exami-
nation pursuant to 35 U.S.C. 131 and 132, it is established by clear
and convincing evidence (1) that any fraud wes practiced or at-
tempted on the Office in conpection with the application, or is con-
nection with any previous application upon which the application
relies, or (2) that there was any violation of the duty of disclosure
through bad faith or gross negligence in connection with the appli-
cation, or in connection with any previous application upon which
the application relies.

Thus, where it is established by clear and convinc-
ing evidence that “fraud” was practiced or attempted
on the Office, the application must be rejected. Simi-
larly, where there is clear and convincing evidence of
any violation of duty of disclosure through bad faith
or gross negligence, the application must be rejected.
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,;ejected,‘_nnder/” CFR 1.56 )

ﬂmpudlelsthepqwofthgcouﬂstoholdapuwnt
unenforecable for legs” ' tionn , eg., for
$ad faith”, "inequ “negli-
getice: sée Noﬂon“v"enms. 433 R2d 779 167 ‘USPQ
532 (C.CP.A.’1970)$; J.P. Stevens & Co. v. Lex Tex,
Ltd;, 223 USPQ-1089, 1092-i093 (Fed. Cir. 1984)¢.

Coumssxoman < Atrmomw To S'mms AND
" REJECT Amm’ﬂons : &

The Commissioner’s suthority to stnke md teject
applications rests upon 35 U.S.C. 6 and 37 CFR 1.56,
established pursuant thereto. The authority has mot
been questioned by the courts. See Norton v. Curtiss,
433 F.24' 779, 167 USPQ 532, 542, (CCPA 1970)
and cases cited therein. '

That the Commiseioner’s authority to stnke apphca
tions parallels that of the courts to hold patents in-
valid. or unenforceable for “fraud” or “ineguitable
coaduct”, is treated at length by the Court of Custom
and Patént Appeals in Norton 'v. Curtiss, 167 USPQ
532. The court found that a finding of “fravd” could
be made within the Oﬁicewnhout a pnor such ﬁnd
mg by the court (page 342).

. At page 543, thecourtuated R B I
'thmnyemduuwhnhwilp:mmeenfomemmtofapwmt
afier the:patent issues should, if discovered eatlier, prevent the isn-
anceofthepatcm The-only rationsk interpretation. of the. term
fraud in Rule 56 which could follow is that the term refers to the
vaymmetypesofcmductw!nchthecoummpatentmﬁmgunent
suite, woild hold fravdulent.”

$See In re Jerabek, 229 USPQ 530 (Fed. Cu'l 1986)
wherein the Court of Appeals for the Federal :Circuit
affirmed a Board decision sustaining the Special Pro-
gram Examiver’s rejection of all reissue claims, ypon
exsmination pursuant to 35 U.S.C. 131 and 132 as pro-
vided in 37 CFR I. 56(d), for violation of duty disclo-
sure.¢

2040.01 Standard of Proof [R-3]

37 CFR 1.56(d) sets forth:

“The claims in an application shall be rejected if upon exzmina-
tion. . . ., it is established by clear and convincing evidence thst any
fraud was practiced or attempted on the Office. . . . (emphases
added).

See Norton v. Curtiss, 167 USPQ 532, at 546, 547,
and, for example, In re Gabriel, 468 USPQ 468, 470
(Comr, Pats. 1978); note also Digital Equipment
Corp. v. Diamond, 210 USPQ 521, at 538 (1st Cir
1981). Chief Judge Markey speaking for the Court of
Appeals for the Federal Circuit in Environmental De-
signs, Ltd. v. Union Oil Co. Cal., 218 USPQ 865, 870
(1983) found the necessary standard of proof to be
“by clear and convincing evidence.” hAs stated by
the Court in American Hoist & Derrick v. Sowa &

Sons, 220 USPQ 763, at 770 (Fed. Cir. 1984),

“Neither does the standard of proof change; it must be clear and
convincing evidence or its equivalent, by whatever form of words
it may be expressed” (emphasis in original).¢
2040.02 Collateral Estoppel [R-3]

Where a patent has been held by a court to be in-
valid or unenforceable because of “fraud” §, “inequi-

table conduct”¢ or “violation of the duty of disclo-
sure,” an application for reissue of such patent may be
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forth in Blonder ’l%ngue Tnc, vUnivemt “of llinois
Foundation, 402" U.S. 313, 169 USPQ" 513 (Spp.Ct
1971)- see In re Kahn, 202 USPQ 772, 773
(Comrm 1979); wherein &’ reissue ‘application: ‘was

stricken. under 37, CFR 1.56 via the doctrine of col-
luenl ‘estoppel as eet forth in Bloadet-‘l‘ongue.
supra.” See also § 2012.01- ;

2048 Decision Striking Application Under 37
CFRl.SG(c)orReMgAcﬁonUnderM
- CFR 1.56(c)
Dsc:sxou STRIKING APPLICATION UNDER 37 CFR
, -1.56(c) -

If no satisfactory answer to the “Order to Show
Cause"isrecaved,onfthcprmfuclemehasnot
been: overcome (sce § 2032), the epplication mny be
stricken in accordance with 37 CFR 1. 56(c). -

' DECISION REFUSING ACTION UNDER: 37 CFR l 56(c)

“If & prima’ facie ‘case ‘of ‘violation of § 1. 56(c) ‘does
not exxst, or the alleged vmlatton is adequately' rebut-

cm 1.56(d) -or. Refusmg Actmn Under 37
CFR 1.56(d) [R-3] .. s

DECISION Rmmmc Mmc;mon UNDER 37 CFR
e “1.56(d): 5+ b
If & pnma fac:e case of “fmud" ) meqmtable con-
duct”‘ or “violation of the dity of disclosure™ exists,
the application will be rejeced’ under 37 CFR 1.56(d).
The applicant must reply to said: rejection in order to
avoid abandonment of the applicétion for non-re-
sponse—see § 1.111. In applications where the claims
have been previously rejected on other grounds all of
which grounds have been overcome, applicant may
appeal the rejection under 37 CFR 1.56(d) as provid-
ed in § 1.191(z), even though not a final rejection. In
applications where claims have been previously re-
jected on other grounds and said previous rejections
are now uader appeal, the rejection under 37 CFR
1.56(d) shall, as provided in § 1.193(c), constitute a
supplemental examiner’s answer introducing a new
ground of rejection §: note In re Jerabek, 229 USPQ
530 (Fed. Cir. 1986) wherein the Court of Appeals for
the Federal Circuit affirmed the Board decision sus-
taining the Special Program Examiner’s rejection of
all claims, upon examination pursuant to 35 U.S.C.
131 and 132 as provided in 37 CFR 1.56(d), for viola-
tion of duty of disclosure, which rejection was set
forth in a Supplemental Examiner’s Answer under 37
CFR 1.193(c)¢. The appellant may, as provided under
37 CFR 1.193(b), file 2 reply brief thereto within two
months from the date of such answer. See § 1208.01.

DECISION FINALLY REJECTING APPLICATION UNDER
37 CFR 1.56(d)

If no satisfactory answer to a rejection under 37
CFR 1.56(d) is received, or if the prima facie case of

%



\'duky’ ﬁg ducf ”3 is. no ne, .
will'iormatly bchmlly rejected. ‘,
. DBCISION. nam ACTION, Uunen 37 CFR l 56
- If @ prima ficie case’ of “fraud” §, “inequitiible con-
uet"‘ or:“violation of the duty of disclosure™ does
not exist, or the lllcged “fraud™ ), “inequitable’ corn-
duct”@ or “violation of the duty, of disclosure” is;ade-
quately rebutted, a decision will be entered in.the ap-
plication file statmg that the Office has found o clear
and convincing evidence of “fraud” §, “mequxtable
conduct™§ or “violation of the duty of disclosure™ ne-
cmtatmg rejectmg the appllcatlon under 37 CFR

i. 56(d).

2051 Aeﬂon After Reaoiuﬂon of Issues Under 37

&F‘_%]l 56 (c) or (d) in Favor of Patenubility
When all the isspes under 37/CFR 1:56(¢) or 1.56(d)

have been decided in favor of patentabuhty, e.g., after

phcant, will prepare and pass .the appliéation for issue.

2052 * Action After Application'is Stricken oi Re-
jected; or Abandoned With Issues of Fraud §,

.. Inequitable Conductd. or.  Violation - of the '

. Duty, of Disclosure. Unresolved .

An application: vihich has beeri stnckcn oi' rejected
pursusnt ~t0..37 -CFR. 1.56 nay be referred to the
Office of $Enrollment and Discipline¢ for consider-

Bev. 3, May 1906
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tion of:uues”pment or"rmed& pursuant to 37 CFR
1.56 may alsobercfertedtome()ﬁ'iceof‘ ¢ ¢ pEn.
roﬂmentandDmcnplme‘. -

‘Published Oﬂlce Decisions. Relating to 37
CFR 1.56 [R-3]

In ‘both In re Alteapohl. 198 USPQ 289 (Comr
Pats. 1976), upheld in District. Court. for. the District
of Columbis—Altenpohl v. Diamond (May 12, 1980)
BNA PTCI No. 483 page A+12:(June 12, 1980), and
In re Stockebrand, 197 USPQ 857 (Comr. Pats. 1978);
vpheld in: District - Court for : Massachusetts—Digital
Equipment Corp. :v. :Parker,:206 USPQ- 428 (1980);
and later reversed.by the Court..of Appeals -for the
Fisst Circuit—Digital Equipment Corp. v. Diamond,
210 USPQ 521.(1981). :the.  Office ‘found a failure to
comply with the duty of disclosure and the re:ssue ap-
plications involved: were stricken: -

In each of the cases, In t&: Gabnel 203 USPQ 463

468 (Comr. Pats. 1978), In re Kubicek, 200 USPQ 545

78),.:dn--re.. Cebalo,: .201. - USPQ 395

re-Lang; 203 USPQ 943

§6~ Carter v. Blackburn,

Intf.'1976)) the Office found

no necwsxty to stnke the apphcanons pursuant to 37
CFR 1.56. :

$ln In re Jerabek, 229 USPQ 530 (Fed Cu' 1986)
the ‘Court of Appeals for the Federal Circuit affirmed
the . Board: decision sustaining the Special: Program
Examinet’s rejection .of all claims wpon examination
pursuant to 35 U.S.C. 131 and 132 as provided in 37
CFR 1.56(d), for violation of duty of disclosure.§ -
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