2838 mdeuhhllechms*hlh
Unlisd Yiates

212501 “The Inventica™

ms.oz,“lnmncu.e"

212503 “On Sale™

zlzs.ocf"lamw :

2!“ mammw«oﬂumtﬁ

212601 “chThnOquumrwtheDnedthAppkm-
. tion for Patent in the United States” |

212801 T
212802

2'”"-" "
212804
212808

212801'; :
2129 mwmmbyﬁem

2108 Pateauue ‘Subject Mm—mcm-
organisms

ThedecmmoftheSupremeCourthwndv
Chakrabarty, 206 US.P.Q. 193 (l980)hcldthatmncto-
organisms produced by genenc engineering are not
excluded from petent protection by 35 U.S.C. §101.
ItmclearfromtthupremeCourtdecmonmdopm
mnthattheqmuon of whether or not an invention
r is irrelevait to the issue of
patcntablltty ThetatsetdownbytheComtforpat—
entable subject maftter in this area is whether the
living matter is the result of human intervention.

In view of this decision the Office is issuing these
guidelines as to how 35 U.S.C. 101 will be interpret-
ed.

The Supreme Court made the following points in
theChakrabutyopm

I“Guidedbythacmofmtrmthuauthmd
the term ‘menufecture’ in § 10! in sccordunce with its dictionesy
definition to mesn ‘the production of articles for use from fw ms.

terials prepared by givieg o these materisls new forms, quaelities,
m«wmmmwmmmw-m

.“lnchomgmchamvewmsu ‘manufscture’ tnd ‘com-
positica of matter,” modified by the compeehensive ‘eny,” Congress
pmy«mwmmmhmwmumm

y et ‘ingenaily
of‘l‘lwn-kf-
fereson, 8¢ 75-76. See Grokam v. JaanamCa. 353 VS 1, 7-10
(1966). Subtequent putest sintutes fa 1836, 1670, sad 1974 employed
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Qﬂuhmmmtﬁulmh Hamthuhm
braces every discovery. The lawn of netere, physicel phoacmens,
mwmmemm.mmm"

3, “Thus, & new, minera! discovered in the earth or a new plant
foudinthewddkmt subject matter. Likewite, Eip-
Mwﬂdmmmmmmnami noreonld

thvemtheh\vdm

6%Mhmwummm

(l)Thatthemurtdldnothmtmdecmontoge-
nettcally engineered living organisms, =

. (2)-The. Court: enunciated a very bmd mterpretn-
uon of “manufacture” and “composition of matter” in
Section 101 (Note esp. quotes 1, 2, and 3 above),

- (3) 'The' Court-set forth several tests for weighing
whether patentable subject matter under Secuon 101
is pfesent mtmg (m ‘Quote 7 above) that: - =

"]'bexelevamdummnwunotbetwmhvmgandmm

'thmpbntbetweenprodwtsofmwhaherhvmgormm
homsa-mede-

invenuom."

Thc tests set forth by the court are (note especially
the :tahclzed _portions): ;

"Ihehwsofnature, phywalphenomemmdab—

stract ideas” are not patentable subject matter

o“A nonnaturally occurring manufacture or composi-
tion of matter—a. product of humsn ingenuity—
having a distinctive name, character, [and) use.” is
patentable subject matter.

e“A new mineral discovered in the earth or a new
plant found in the wild is not patentsble subject
matter. Likewise, Einstein could not patent his cele-
brated E=mc?; nor could Newton have patented
the law of gravity. Such discoveries are ‘manifests-
tions of . . . nature, free (o all men and reserved
exclusively to none.” ”

o“However, the production of articles for use from
nw materials prepared by giving to these materials

new forms, - qualities, properties, or combinations
whetherbyhand.!aborormachinery(mpm
added) is a manufacture under Section 101.”




oty l i 1 FRGLLE il the
thephmblmdzt‘inmdofm:e’wmubh'
vention. -8.. Rep. No. 1315, 1luCong.2dSeu.6—8
89338)' HR. ‘Rep. No 1129 1!stCong.2dSess 1-9
9 )n

“The Office will decnde the ‘a8 _to patent-
able subject matter under 35. USC.lOloaacase-by—
cmebasmfollowmgmemthmChukmbnny
e.g.,that “a nonasturally. occurring- mufacmre -or
composition of matter” is: patentable; etc: It is-
propnatetotrytoattcmpttowtforth

be;lowered, The. requirements.

103-still. apply, The tests outlined. akovemnply mean

thataratzonalbaszswxllbe&:;uemforsnyﬁlmde-
l’n 7 e

Vi Bma'Iey, 450 tU S 381 209 USPQ 97 (198

cantly affect an-exsminer’s analysis wnder 35 U.S.C.
101:-of ‘ :patent -~ applications involving - matliematical
equastions; mathemaucnl algonthms and’ computer pro-
grams, :

-Inm 35 USC 101 Congreas has sd forth the; cate-
gories of inventions or. discoveries which:may- be pat-
entable as consisting of. “zny newand-useful process,
machine, manufacture, or composition of matter, or
any new and useful improvement thereof.” ‘Inventions
involving mathematical equations, mathematical al-
gorithms or computer programs, if statutory at all,
would *fall ‘into” the’ categones of statutory subject
matter as processes, machines or manufsctures. In
construing' 35 U:S.C. 101, the Supreme Court in Dia-
mond v. Diehr, 450 U.S.175,: 209 USPQ 1, 6 (1981)
and . Diamond . v. .-Chakrabarty, - 447 U.S. - 303, 206
USPQ 193 (1980), has applied: a broad -interpretation

to statutory: sub;ect matier 80 a8 “to mclude anythmg
under the sun that is made by man.”

The Supreme Court also. relteraed ﬂm cestain cat-
egories of inventive activity should not be considered
statutory subject matter. As set forth in Diamond v.
Diekr, 209 USPQ 1, 7 (1981), “Excluded from such
patent protection are laws of nsture, physical phe-
nomensa, and abstract ideas.” Citing Parker v. Flook,
437 U.S. 584, 198 USPQ (1978); Gotischalk v. Benson,
409 U.S. 63, 175 USPQ 673 (1972). A “scientific truth,
or the mathematical expression of it, is not a patent-
able invention,” Mackay Radio Corp. & Telegraph Co.
v. Radio Corp. of America, 306 U.S. 86, 94, 40 USPQ
199, 202 (1939). In Gotischalk v. Bensom, supra, the

'wereﬁobeselected nordndthc;ppﬁuﬁonconm

T mie & L & low Of aatone, which cannot be the

subject of & patent." Sumkﬂy the Court m Parker v.

wcmmwm<

any disclosure relating to the chemich pmeeues ot

the alerm limit,” is. & tter :
35 US.C. 101. (See Diameond. v.: thr. 209 USPQ 1,
10 (1981)). e

If the claims of an application aré directe solely to
one of the above judicially excluded areas of inven-
tive activity, it is clear that a patent: shall not: issue.

However,; aclalm:snotmmmbleundet?osvs.c.
101 merely because it includes a step(s ‘orrelement(s)

2 “When a claun contammg a mathemattcal founu-
a implements or appliés that formula in a structure or
process which, when considered as a whole, is_per-
forming ‘a function which" ‘the, patent Jaws ‘were de-
signed to protect (e.g., tramformmg“ r reducmg an
article to'a different state or thing), then i
:sﬁmthereqmrementsofﬂm” B

3. “When a claim recites a mathematxcal formula
(or scientific principle or ‘phenomenonof ‘nature), ‘an
mqmrymustbemademtowhethertheclumxswek—
ing patent protection for that formula in the abstract.”
(Iftheclaundoesseekprowcﬁon or 'suc] i
emstical formula, it wou]d be‘j‘ -statutory under 35

U.S.C: 101).
4. “A mathematical formula as such is not accorded
the protection of our patent laws . . . and this princi-

ple cannot be circumvented by attcmptmg to limit the
use of the formula to a particular tec!mologncal envi-
ronment.” . . . “Similarly, insignificant post solution
activity will not transform an unpstentable principle
into & patentsble process.”

5. When & claim as in Parker v. Flookl9BUSPQ
193 (1978), is drawn “to a method for computing an
‘alarm limit® (which) is simply a number,” the claim is
non-statutory under 35 US.C. 101 because Flook
“gought to protect a formula for computing this
number.”

6. “It is now commonplace that an application of &
lsw of nature or mathematical formula to a known
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mwornfmywdlbemofm~

peotattion.” Clting Funk Broi.: Seed Ce. v. Kale:Coi;
333.0.8. 127, 76 USPQ 280 (1948);: Bibel Process Co.
v. Minnesote and Ontarip:-P - 268 08 48
(1923); .. Cachrame - v.. Deener, :94.:1).8: 780" (1876);

Mva Aorse, 15 How. 62(1353);mdL¢Royv
Tatham, 14 How. 156 (1852).

35 U.S.C. 101 CLalM Amuvm

In determining eligibility for pctent protectton
under 35 U.S.C. 101, the Supremc Court in' Diamond
v. Diekr, 209 USPQ 1 (1981), requires that the “claims

must be considered as & whole.” Consistent with this .

the Court conclodéd that ‘& - claim
duwntombjectmatterothetwuemmrydomnot
become nom-statutory simply becsuse it uses a math-
emastical . formuls, - a: computer. program, or  digital
computer.” Thus, the fact that a clsim specifies that-a
computer: performs certain: calculation: steps -is irrele-
vant-for, the:purpose of determining whether statutory

wbject muu&hasheenrecmd m*ﬁctkthat ot ap-

CCPA's: two-mp procedurc set fonh inIn re er-
masn, ‘197 USPQ 464 (CCPA 1978); & an’ appropriate

test for if ' clmm,mvolvmgwmathemaum
3SUSC. 101 Seealsolnre Walter 205USPQ 397at
407 (CCPA, 1980), for clarification of the second
Freeman- stép. In- accordance with the first step: of
such' analysis, each method or apperatus’ claim must
be- analyzed to determine whether & mathematical al-
gorithm is either “directly” or “indirectly” recited. If
the claim at issue fails to directly recite & mathemiat-
ical algorithm, reference must be made to the specifi-
cation in order to determine whether claim language
indirectly mcntes mthematlcal calcuhuons, formulas,
or eguations..

Ifagnvenclmmdlrectlyormdtrecﬂyrecttesa
mathemauu!algonthm,theseoondstepoftheanaly-
sis must be applied. Under this step, a determination
must be made as to whether the claim 8s a'whole, in-
cluding all its steps or apparatus elements, merely re-
cites a mathematical algontbm, or. method of calcula-
tion. If so the claim does not recite statutory subject
matter under 35 U.S.C. 101.

The Supreme Court in Diamond v. Diekr, 209
USPQ 1 (1981), provides some guidance in determin-
ing whether the claim as a whole merely recites a
mathematical algorithm or method of calculation. The
Court suggests that if “’a clalm containing & mathemat-
ical formuls implements or applies that formuls in a
structure or process which, when considered as a
whole, is performing a function which the patent laws
were designed to protect (e.g., transforming or reduc-
ing an srticle to a different state or thing), then the
claim mﬁes the reqmremu of §101.” (emphwa

added)

mefulttmctmecru&ed mththenidofascientiﬁc
tmthm:ybe"lnthis régard; the CCPA noted in Jis
re Walter, 205 USPQ 397 at 407, (CCPA, 1980), that
“If it appears that the mathematical algorithm is im-
plementedmaspgctﬂcmhmettodeﬁneumcmnlre-

In regard to. poﬁqoluhon acthty, the Suprcme
Court in . Diehr indicated that “insignificant post-solu-
tion: activity will not transform an unpatentable princi-
ple into a patentable process.” The claims in Parker v.
Flook, which were held to be non-statutory, recited a
post-solution activity of ‘updating & number (i.e., an
alarm. Himit), a step relating more 0 & method of cal-
culation than to the physical process alluded to in the
claim preamble. In Diehr, the Supreme Court charac-
terized the post: calculation sctivity - of - the type
claimed in Parker v. Flook as being “token: post-solu-
tion activity.” In contrest, the post-solution. actmty in
the Diehr claims consisted ‘of automatically opening a
rubber moldingpress, a- step clearly tied in with the
physwal  of rubber molding. As stated by the
CCPA in In re Walter. 205 USPQ 397 at 407, (CCFA,
1980), “if the emi—product of a claimed invention is a
pure number, s in Benson and Flook, the invention is
non-siatutory regn‘dlm of any post-solution activity
which makes it available for use by a person or ma-
chine for other purposes.”

It must also be recognized that even though a claim
contains an application limiting preamble, even
though it does not cover every conceivable applica-
tion of a formuls, or even though it does not totally
preempt the formula, such a claim would be non-stat-
utory, if, when considered as a whole, it merely re-
cites a mathematical algorithm or method of calculs-
tion. As stated by the Supreme Court in Diekr, 209
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USPQ 198,10, (1981),.“A. m

mhte .the clnmad hmm 0 tlle art .of
_prospecting, - the claims themselves .are not
drawn . 10 methods of or apparatus. for seismic pro-
specting; they are drawn 0. . mathematical
method:fminterpreunstheruuluofsempro-
specting. The specific end use recited in the pream-
bles does not save the claims from the holding in
Flook, since they are drawn to methods of calculation,
albeit improved. Examination of each claim demon-
strates that each has no substance apart from the cnl-
culations involve B
, Also, in Walter. a Jepson preamble was not re_gard-
eﬂ hm:tmg the “subject matter as d whol . 5088
0, & ‘§ i Iy.thp tir

daia " gathierinig " steps m
matter ‘s & whole” atsessm

g [ analyzmg computer program’ related clalms it is
edsential - to~ recognize * that - computer lmplemented
“pfocesses areencompassed thhm;‘ 35¢ US‘C{; : 101

% B Y "mp
mented processes, subject to judicially’ determined ex-
ceptions, inter alia; mathematical formulas, ‘methods of
calculation, and mere ideas.” In. re Johnson' et al; 200
USPQ 199 at 210, 211 (CCPA, 1978). Claims seeking
coveragé for a computer program implemented: proc-
ess have been held to be statutory by the CCPA in In
re Pardo, 214 USPQ 673 (CCPA, 1982), in re Toma,
197 USPQ 852 (CCPA. 1978), and In re Chatfield, 191
USPQ 730 (CCPA, 1976). In accordance’ with the
two-step procedure outlined ‘above, claims seeking
coverage for a computer program would be non-stat-
utory under 35 U.S.C. 101, only if, when considered
as a whole, they merely recite a mathematical algo-
rithm, or a method of calculation which is not applied
in any manner to physical elements or process steps.
Such an approach is the seme as that contemplated
for apparatus claims by the CCPA in Ja-re Pardo, 214
USPQ 673 at 677 (CCPA, 1982). See also In re Brad-
ley and Franklin, 202 USPQ 480 (CCPA, 1979).

Certain computer program related claims may be
non-statutory under 35 U.S.C. 101 as falling within ju-
dicially determined exceptions outside the mathemat-
ics area. For example, consider the followmg claims:

(1) “A computer program comprising the steps of:

a) asgocisting treatment rendered to a patient
with a fee, and

b) billing said patient in accordance with the
fee.”

Here the computer program is clasimed, not in terms
of a specific instruction set, but altermetively as a

. MANUAL OF PATENT/EXAMINING PROCEDURE

viewedunon-uamerymrssusc lOluredt
ing a°method of doing business. . ..
ﬂ)“AmmpMpto;rmforeompuinsemy
A(N)withmyB(M)togenemtemyCeonmrh-
ing the steps of:

Do 70 N = 1,10 :

D080M==120

- HAN) = B(N)thenC(M)—B(M)

» 80Contmue ,

70Contmue“‘” o

This bare: set of mstmcnons fa:ls to recne subject
matter that: falls within any statutory category. In this
regard, a bare set of computer instructions does not
set forth a sequence of steps which could be viewed
as a ‘statutory proceéss. Such :a computer language list-
ing of instructions, when' not ‘associsted: with-a com-
puting: :machine - to accomplish: a - specific': putpose,
would not: constituie & machine: implemented process,
but would -constitute non-gtatutory subject matter ag

- the'mere-idea:or: abstract; intellectual: conceptofn
~ programmer, or as a collection of printed:mstter. -

« Further: guidance -on handling : 35 11.S.C..101 ustm
may -algo-be: gleaned from the. CCPA’s detdiled claim
analysis in‘the following decisions: In: re: Chatfield, 191
USPQ 730 (CCPA 1976); Tri: reJohrwon. Parmck and

Sarker;. 200 USPQ 132 (CCPA 1978); In re: Gelovatdt
and Arell; 201 USPQ 136 (CCPA; 1979); Ini re Bradiey
and  Franklin, 202:USPQ 480 (CCPA, 1979); In re
Walter, 205 USPQ:397 (CCPA, 1980).:In:re Taner,
214.USPQ.678 (CCPA, 1982); In re Pardo, 214 USPQ
673 .(CCPA, 1982);. In re Abele 214 USPQ 682
(CCPA, 1982); and- In re. Meyer 215 USPQ 193
(CCPA, 1982). :

"In addition to handlmg 35 USC 101 issues in ac-
cordance with the above:analytical - approach, it
should be emphasized that examiners must also care-
fully examine mathematical algonthm or ‘computer
programming related applications to insure that they
comply with the disclosure requirements of Section
112 as well as the novelty and unobwomnees reqmre
ments of Sections 102 and 103....

2120 The Statutory Bars of “Pnblic Use” and
“On Sale" 35 U.S.C. 102(b)) ) e

35 US.C 5102(b) “A persos shall. be entitled - to 2 palent
unless— ® ¢ * (b) the invention was . . . in public use or oa sale in
this country, more then one yesr pnor to the date of the applica-
tion for patent in the United States © © 8.

INTRODUCTION

The legal standards applied in judicial decisions
treating public use and on sale issues lack uniformity.
Whatever may be advanced as a reason for this lack
of uniformity, the Patent and Trademark Office is still
confronted with the pragmatics of 37 CFR 1.56
(Chapter 2000) and the increasingly active participa-
tion of “protestors” (Chapter 1900) in the patent ex-
amination process. One result has been the growing
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mdm»mwmmmmm
momeemmindfulthatpubhcmmdmnb

mmawmm to mechsnically-ap-
phied, techmical "mcmv.mm 131 USPQ
4!3.4!9(DDd.l9ﬂ)
Howeves, uotwithzanding an Mmte vmety oft‘ectn-
ol ‘situations, there are still decisions to be made by
examiners regarding the particular view to adopt or
the particular legal decision or decisions to follow in
any ose of the many fecets of § 102(b) activity.
Accordingly, guidance in this ares is offered, short
‘of. “mechamcnlly—applxed technical rules”, g0 . that
patent applicants and examiners have a common refer-
ence point from which to foster uniformity and. coam-
wmcyofdecmmatleastwnthmthefmmeworkof

ferted to Amtcrchangeebly Although theseaeuvmes :

have much in- common, -each -has. certain attributes
which stasid .alone and rélaté to differing policy: con-
siderations.’ Dart Industries'v. E.I duPont de Nemours
& Co., 179 USPQ 392, 396 (7th Cir. 1973). (T

. For example; there may be a public use of an inven-
twn -absent.any-sales aetnvuy Likewise; there may be
a; non-pubhc, e.g.,; “secret”; sale or offer to sell an in-
wvention -which nevertheless constifutes a-statutory bar.
Hobbs . United States, 171 USPQ 713 720 (Sth Cir.
1971).

In similar fashion, not a.ll “pubhc use” and “on
sale” activities will necessarily ‘occasion the identical
result. Although both activities affect how ‘an- inven-
tor may use an invention" pnor to the filifig of a patent
application, '“non/commercial” '§ 102(b) activity - may
not be viewed the same ds similar “commercial” ac-
tivity. Likewise, “public use” activity by an applxmt
may ‘not ‘be considered in the same light as “similar

use” activity by one other than an appllcant.
Addmonally, the concepts of “completion” and “ex-

tal use” have differing significance in “com-
mercnal” and “non-commercial” envxronments. ‘

THE Poucv Consmnmnous

A basic pohcy consideration underlying § 102(b)
permits an inventor & one year grace period to finish
his inventive work in .order to avoid the filing of a
patent application before his invention is complete or
perfected. Gen'l Elec. Co. v. United States, 206 USPQ
260, 272 (Ct. Cl. 1979). There is an additional policy
against premature “commercial exploitation™:

“Iflt is & condition upon an inventor’s right to a patent that he
shell not exploit bis discovery competitively after it is ceady for pat-
enting; he must content himself with either secrecy, or legal mo-
nopoly . . . ({Jf he goes beyond [the one year grace] period . . . be
mhrm[wapuent]tmd&euoflwwhtdethepubkc

mamwrywtownppﬁmtunderﬂoz(b)
Electric Stovage Battery Co. v." Shi .
19-20 (1939); Andrews v. Hovey, 123 U.S. 267, 275
(1887); Lorenz v. Colgate-Palmolive Peet Co., 77 USPQ

138, 144 (3d Cir. 1948). Thus, a publicly used or sold

invention of one other than an applicant may be
“prior art” to that applicant Gen Elec. ‘Co. v. United
States, 206 USPQ 260, 272 (Ct. Cl. ' 1979), assuming
the other reqmmes‘}of § 102(b) are present. See gener-
ally § 2124. How: in ‘the case of public use actmty
by a party other than an applicant, and, absent evi-
denice of a fidumary or eontmctnal reIanonsh:p be-

A hshed regardless of the “source” of
§ 102(b) activity. Electric Storage Battery Co., supra.
The burdeint6° overcome the prima’ fac:e case in this
regard rests with an applicant (§ 2124): - :

. The extént: that the: pubhc ‘bécomes: “mformed” of
an invéntion involved: in public -use sctivity by one
other. than anapplicant ‘depends upon the factual cir-
cumstances: smroundmg the activity. By way of ex-
ample only; in an-allegedly “sécret” use by a party
other-than an ‘applicant; if a large number of the em-
ployees of such a:party, who are not.under. a promise
of secrecy, are pérmitted: vnimpeded access (0 an in-
vention, with affirmative steps by the party to educate
others gs 1o the nature of the. invention, the public is
“informed”. Chemithon Corp. v. Procitor & Gamble
Co., 159 USPQ 139, 154 (DMd 1968),‘ aﬂ’d; 165
USPQ 678 (4th Cir. 1970). ,

Bven:if public use activity by one other than an ap-
phcant is not- sufficiently “informing”, there may be
adequate grounds -upon which to base a rejection
under §§ 102(f) and' 102(g). See Dunlop Holdings v.
Ram Golf Corp., 188 USPQ 481 (7th Cir. 1975).

2122 Preliminary Handling

How THE QUESTIONS MAY ARISE

Questions involving § 102(b) activity may arise
during the patent examination process in a number of
ways. An applicant or his appointed representative
may raise the questions in compliance with the “duty
of disclosure” responsibilities of 37 CFR § 1.56 (Chap-
ter 2000). Ore other than an applicant may present
the questions by filing & protest under 37 CFR
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chmedmb;ectmatterunder&l&(b)

When questions of public. use or on nle acmnty
mmarmapﬂmﬁon.m&cupmwdmy
mmr%vetocomplmwnhthe“dutyof

disclosure” (37 CFR §1.56; 12000) during the

pendency of the original patent. See In re. Altenipoll,

198 USPQ 289 (Comm. m 1976), off'd,, Alter
(DDC 1980). -

Ammvrr on Dncx.m'nou Ummn 3‘ -CFR § ] 131

3 ke e i g rﬁp. : : gy
145 USPQ 166, 173 (CCPA 1965); "Dart Industries v.
E.L duPont de. Nemaurs & Co., 1794 _JSPQ 392, 396
('IthCu' 1973) . EETIR

Rmumzuzm FOR. INFORMA.TION

Asanatdtotheeummermtewlvmgpubhcméet
on sale issaes, an applicant may be required to ans
specific questions posed by the examiner and to ex-

plain or supplement any evidence already of record:
35 USC §132, 37 CFR §1.104(b); regarding reissue
applications, see §1.175(b). Questions can be posed to
& protestor only where the protestor has access and
protestor’s in the application began prior
to December 8 1981 (geec §1901.06).  Informstion
sought should be restricted to that which is reasonably
mryfortheenmmertorenderadecmononpﬂ»
entability.

A«meortwomonthnmepenodshouldbesetby
the examiner for any response to the requirement,
unless the requirement is a part of an Office action
having a shortened statutory period, in which case the
period for response to the Office action will apply
glso to the requirement. If an applicant fails to re-
spond in & timely fashion to.a requirement for infor-
mmon,theapphcatmnwdlbercga.rdedasabm
doned, 35 USC §133.

2123 Forums of Evidence '

Evidence and/or information submitted to examin-
ers with regard to § 102(b) activity may take the form
of sffidavits; declarations: depositions; answers to in-
terrogatories; exhibits; transcripts of hiearings or trials;
stipulations; documents contsining offers for sale,
orders, invoices, receipts, delivery schedules; etc. Re-
gardless of the form in which such evidence and/or

HAWALOI' !‘MWW momum

mmsmmmmm
ﬁ mevidmnrymofmthmﬁcitymdm
e g v

AUTHENTICITY AND PROBATIVE Vu.un '

Enchmdllm(b)evidememwevalmd
wmmmmm.mmm
weight it should be accorded, i.e., probetive value.
Evidence in this regard submitted by sn spplicant
which is adverse to lis interests; i.e., mot favorable to
patentability, comstitutes an implicit edmission that
such evidence is authentic, unless stated sffirmatively
to the comtrary by the applicant. On the other hand,
eachntemofsubmmdevndenceﬁvoublewpuent-
abnhtymmherevwwedcnncauybytheemer
for authenticity sad probative value, bearing in'mind
the “uncompromising duty of candor: and good faith”
ownedbymapphcnnttothe()fﬁcewnhrapectto
such a submission sad any representstions made rels-
tive thereto: 37 CFR §1:56; Chapter: 2000. Of course,
affidavits or declarations identifying: the source of
each item of evidence and explaining 'm‘ rdevance
and’ mieaning - would be: helpful: However, 'de pité' such
identifying affidavits’ or ‘declarstions, the examiner

~ should: note. that even an applicant’s good. faith adverse

testimony in: this regard may. be-of- little: weight
against - substantial -evidence to the contrery: I .re
Theis, 204 USPQ 188, 193 (CCPA 1979); Raobbins Co.
v. Lawrence: m Co. 178 USPQ 577 581 (ch C:r
1973) S

- If ¢he autlzntncuy of documentary evndewe is con-
tested by an spplicant, of if alleged public use or on
sale sctivity is by one other than an applicant or his
assignee, ‘the appropriate -vehicle for  determining
§102(b) questions msay be a public use proceeding
under 37 CFR §1.292 (§720).

REQUREHENT FOR INFORMATION

. Asanandtorenolwngmsuesofauthenﬂmty aswell
as to other- rehtedmattersofﬁﬂZ(b)achvﬁy,anap-
plicant may be required to answer.specific: questions
posed by the examiner. and to explain or. supplement
any evidence already of record: 35 USC.§132, 37
CFR §1.104 (b); regardmg reissue applications, . see
§1.175 (b). Information sought should be restricted. to
that which is reasomably necessary for the examiner to
render a decision on patentebility. -~ -
Aoneortwomnthumepermmouldbesetby
the examiner for amy response to the reguirements,
unless the requirements is a part of an Office action
having a shortened statutory period, in which case the
period for respomse to the Office action will apply
also to the requirement. If an applicant fails to re-
spond in a timely fashion to a requirement for infor-
mation, the icstion will be regarded ss sban-

doned, 35 USC § 133.
2124 Determination of the Prima Facie Case
PREPONDERANCE V. CLEAR AND CONVINCING
Upon resolution of any evidentiary issues of authen-
ticity and/or probetive value (§ 2123), the exsminer
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iming whether there.is @ ¢  Jacke
cese’”, under. 35 LISC § 102(b):.In .re Dybel, 187 USPQ
‘593. 8§98 (CCPA. 1975); du re Blaisdell, 113 USPQ 269,
293. (CCPA, : l%nhmwmlwtm;de@emim-
Mthcqmwmmaif;heﬂm)cyi»
the sbeencs of rebut-

ﬂenge,gppemtubeummt
tal_ evidence: . In re Lintner, 173 U :560,. 562
(CCPA 1972); In re Freeman, 177 USPQ 139, 142

(CCPA 1973). . .
Many Judlcml decmom have amcuhted varying
statements in ltigation regasding the standerd of proof
to overcome the statutory presumption of

vahdxty (3s USC §282) sfter a patent issues. See
Hobbs v. United States, 171 USPQ 713, 717-18 (5th
Cir. 1971). However in the examination of an applica-
tion before a pateént issues, the standard by which the
examiner should be guided is ‘the "prepondetance of
the evidence test”, that is, it is ‘more likely than not
from the evidence of record that §102(b) activity was
present; ‘Sce Dickstein’ v. Seventy Corp., 187 ‘USPQ
138, 139-40 (6th Cir. 1975), ‘cert. denied, 423 U.S. 1085
(1976); Bergstrom Sears,’ Roebuc d Co. 199 SPQ
269 276 (D “Minn 1978) ; 3 ,

should not be'allowed ‘inléss and-tintil issues pertment
to such doubt have been raised and overcome in the
oourse ‘of examination and proseciition, §706..

. Thus, if the examiner-determines that & -primafacie
case exists, a rejectwn -under §102(b) should be made.
In response to this rejection, it'is incumbent upon an

t to come forward with “objective evidence”:
In re Rinehart, 189 USPQ 143,147 (CCPA 1976); In
re Fielder, 176 USPQ 300, 302 (CCPA 1973) to (1)
rebut/overcome, of (2) excuse, the prima facie case.
Rebuttal evidence is submitted to contradict or dis-
prove the prima focie case. For example, an applicant
may seek to show that alleged § 102(b) activity (1)
took place within the one year grace period (§ 2126),
or- (2) was not “public”, in the case of “public use”
acuvxty (§ 2125.02). Conttasted to this is evidence al-
leging “excused conduct”, meaning “expenmental
use” (§2128.01), where me existence of the prima
Jacie case is not necessarily denied but it is advanced
by an applicant that circumstances attending § 102(b)
activity were such as fo eomtltute a legmlly-
nized “excuse”.

In determining whether the prima Jacie case emts,
the examiner should mor be comcerned initinlly with
any evidence of excused conduct. Evidence of ex-
cused conduct becomes relevant only after the estab-
fishment of the prima facie case, when the burden
lhtftswanapplwantwshowthecanductwuex-
cused by clear and convincing evidence: In re Dybel,
187 USPQ 593, 598 (CCPA 1975); Strong v. Gen'l
Electric Co., 168 USPQ 8, 9 (5th Cir. 1970); §2128.
This does not mean, of course, that excused conduct
should be overlooked entirely in evaluating evidence
of § 102(b) activity. However, before the evidence that
such conduct was excused is scrutinized by the exam-
inez, the initial step of determining the existence of

MMMMWMMMMM&
dmmmofmammww«,mm
the prima focle case (i.e., preponderance of. the evi-
dence), and (2) to encuse the prime facie case (ie.
Mﬂmmxmum

Sum. supra, the “clear and convinicing evidence™
standard is grester than the standard for “preponder-
ance of the evidence™.
Determination by the examiner of the existence of a
pﬂmfackeuemwabobemademlightofthednf-
ferent aspects of “public use”, “on sale”, and activity
by one other then an applicent; ss well as the import
of evidence of “commercial exploitation”, § 2121.
Documentary evidence is normally presented with
respeettothepnmaﬁmewe.l-lowever, testimony
alone,:feonvmemgand‘ roborated, may be suffi-
cnent.Apdemn‘Co.v MhnductsCarp. 122 USPQ

_lar vidence. ‘See §2123 for a discussion of the related
. of authentlctty -and -probative value. Al
though testimony. of an. apphnt’s subjective mtent
may. be probative ‘if adequately. corroborated, itds of
httlewaghtagamstsuwmtwlewdencetotheeon-
trary: In re-Theis 204 USPQ- 188, 193 (CCPA 1979);
Robbins Co. v. Lawrevice’ M_@ Ca 178 USPQ 577 581
(9th Cir. 1973).

Esmnusnmc A quw\ Facm CASE

The pnncnpal inquiry ‘with respect to the prima
fac:e case (§8 2125-2127) will cause the examiner to
determme from the evxdence )] exactly what was in
public use or. on sale in the United States; (2) when
public use or on sale activity took place and (3)
whether any pending claims are antnclpated by what
wasfoundtobempubhcmoronsale

With regard to (3) directly sbove, even if some or
alloftheclaumofanappmnmarenotdeemedby
the examiner to be anticipated by an invention found
tohavebeenmpubheuseoronmle,aelmmedmven—
tion must also be considered with respect to obvious-
ness: In re Faner, 145 USPQ 166, 174 (CCPA 1965);
In re Corcoran, 208 USPQ 867, 870 (CCPA 1981); In
re Kaslow, 217 USPQ 1089 (CAFC 1983). A rejection
may be based upon the obviousness of claimed subject

matter in view of a § 102(b) invention, since such an
invention becomes part of the prior art for purposes
of §103: Timely Products Corp. v. Arron, 187 USPQ
257, 267 (24 Cir. 1975); In re Raslow, 217 USFQ 1089
(CAFC 1983). Furthermore, evidence of public use
activity by one other than an appheant may also con-
stitute sufficient grounds to support a rejection of
claimed subject matter under §§ 102(a), 102(f), or
102(g). Sal)unlopﬂaldmgsv Rem Gu{fCorp. 188
USPQ 481 (7th Cir. 1975). L
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pbarpte freenys it
: ”"wln! wiig' ini pmﬂicﬁeerbu
meﬂweumhwﬂmmlookwnhépdmm
nente: of the' prima . facle cese; i, “the 'invention
fwhich] was:: .\ mpubhnutoronuhnthem-
uy o 3SUSC5102(b) RPN FE
35 USC § 102 "Apenondullbe lledto
wm-“"(b)tg?mm lnpu:lli‘eu m
hmﬂy.mthnmymmtothedmoﬂhem
nonforpuentmtheUmmdSma“‘“,» "

“THE. INVENT!ON” GENERALLY

A$ & ' general  propogition,. an invention. cnnnot be
eomndetedmpubhcuseoronsaleunullthubeen
reduced. “to s.reality”, i.e., until a. working. model. or

pmtotype has beenma.de In_re Theis, 204 USPQ 188,
197 bl Inited. S 171 USPQ

the: practlcei unhty “of‘an: mventton forits 'intended
purpoweheyondthepmbahuhtyoffaﬂure,unlwsby
virtue of the-very. simplicity of an inventionits practi-
cal operativeness is clear. Field. v: Knowles, 86 USPQ
373, -379.(CCPA-1950); Steinberg.v.. Settz. 186 USPQ
209, 212 (CCPA 1975).

Although the test of an “actual” reductlon to prac-
tice may be applicable to § 102(b) activity, as where
the nature of a particular invention requires.d
ment over a considerable period of time .(In
rand, 89 USPQ 37! (CCPA 1951) th,,better_teet is
whether or not an inveiition is “‘complete.” See. also
Geii'l Elec. Co. v Umted States, 206 USPQ 260 271
(ct.cL 1979);

“‘The test for- “eompletenas” of ani‘invention s basl-
cally a matter of evaliating the subjective intent of an
inventor, .as manifestéd by the objective -factual /¢ir-
cumstances -surrounding the. development. of 'the in-
vention. However, an inveator’s testimony alone with
regard to such intent may be of little. weight against
substantial evidence to the contrary. In re Theis, 204
USPQ 188, 193. (CCPA 1979);. Rabbms Co. v. Law-
rence Mg Co, 178 USPQ 577,. 581 (9th Clr 1973)
Since the test for “completeness” is often so intimate-
ly related to the “expenmental use exceptlon” and its
component parts, the ex;muner should also refer to

92128 o1 m this regard.
“THE “Comua're” INVENTIDN

The. nature of many inventions is such that an
“actual” reduction to practice prior to the ﬁlmg of a
patent application never takes place. For inventions of
this nature, the filing of the apphcatlon serves as a
“constructive” reduction to practice of the invention,
§715.07. Although there may be no reduction “to a
reality” in this situation, objective factors are identifi-
able to indicate the degree of confidence and certain-

"'.' § En wm.
wiuch in turti precipitated initial commercial wtivity
relative to the invention by the other’ party
pleteness”™ is' present. Langsest 'v. Marmes' Corp., 141

- USPQ 903, 910-11 (W.D. Wisc. 1964). However,

wherepamesentermtoawnmcttowmtructa

dévice to meet certain performance factors, “com-

pleteness may not be present until there is reasonable

agreement that the performance factors have in fact

q R
~ .mooted, however, where an afﬁdawt or. declaranom is
submitted: by .an. applicent under.37.CFR § 1.131 to

swear. behind . a reference, § 715. Such an affidavit or
declaration may constitute, among other things, an ad-
mission :thet an’ invention was.“complete’ more than
one .year before ‘the filing of an.application. In re
Foster, 145 USPQ-166, 173 (CCPA. 1965); Dart Indus-

‘tries-v. ‘B L -duPont de Nemours & Co., 179 USPQ

392, 396 (7th Cir. 1973).
2125.02 “In Publxc Use” :

‘35U.SC §102(b) 'Apemnshnllbeenuﬂedtoap-tem
unless——“‘(b)memvennonwas ..in public yse or on sgle in
this country, molethmoneyeupnortothedateoftheapphe&
nonforpatentmtheUmtedStates“"" )

Tbe phrase “m ‘public use” i is often referted to in its
entu'ety, 'without careful delineation between its com-
poneﬂt paﬂs—“pub n aﬂd “use” L

The “public™ aspect of “public use” would seem to
connote some impartation. of knowledge to the public
regarding the workings of an. invention. Accordingly,
there is a “public use” of an invention when it is used
by the public (Pernock v. Dialogue, 27 U.S. 1 (1829))
or by an inventor himself in public (City of Elizabeth
v. American - Nickolson Pavement Ce., 97 U.S. 126
(1877)). A single “public use” of an invention is
within the meaning of the statutory terms. Egbert v.
Lippmann, 104 U.S. 333, 336 (1881).

However, an invention does not have to be “know-
ingly” exposed to the public in order to constitute a
public use. There is a “public use” within the meaning
of § 102(b) even though by its very nature an inven-
tion is completely hiddren from view as part of &
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ludﬁin p\bﬂc:h umsm iumladw Hallv;
Macneals, mwso.wamxmnm
13- USPGQ 289, 292 (CCPA1957)..

“Public” s not necessarily synonymmt with nou-

secret”. Accondingly, 8 ‘‘secret” or a8 “non-secret” use
ofmhwentionbynhveﬁiororhmorhermgnee
inn the ma.mr«m«mﬁt
hc“publicm”ofmemvenﬁon(mm v. Cape
Ann Jsinglass & Glue Co., 108 U.8. 462, 465 (1983)),
whether or not the inveation' could have been ascer:
uinedbyamembetofthepubhcaam!tofthat
use (Metallizing Eng’g. Co. v.' Kenyon Bearing & Auto-
PamCo..&SUSPQﬁ 58 (2d Cir. 1946)). In similar
fashion eny “momsecret” use of sn invention.by. one
other than an imvenmtor in the ordinary course of a
business for trade or profit may be a “public use”,
Bird Provisions : Co.:-v. Owens Country Sousage, ~197
USPQ 134, 138-40 (5th Cir. 1978). Additionally, even
a “secret” use by ooe other than an inventor of 2 ma-
chine or process to make & product is “public” if the
detuhofthcmwhmeorprocessmascermnableby
is of.the product that is sold or

inspection or analysis
publx:ly displayed, Gillman.v. Stern, 46 USPQ 430
(2d. Cir. . 1940);Duukpllaldt .v. Ram Golf Corp.,

188. USPA 481,.483-484 (7th. er 1975). However, 8

purely private use of an invention by;as inventor and
his .immediate -family for their own emjoyment and
pleasure is not necessarily - “public”. Bergstrom. v.
Sears, Roebuck & Co., 199 USPQ 269 (D Mmm 1978)

212503 “On Sale”

35 USC §102(05). “A person shaﬂ be entitled to a patznt

mb:—"‘(b)themenﬁmwu . in public use or on sale in

wunay.mdmzmywpmﬂathedueoﬂheapplm
tion for petent in the United Stateg ® * .- -

Unlike questions of public use, there is no require-
ment that “on sale™ activity be “public”, Hobbs v.
United States, 171 USPQ 713, 720 (5th Cir. 1971).
“Secret” on sale acﬁvity'is still within the statutory

INTRODUCTION

An invention is “on gale” if it is sold, whether the
patent owner has knowledge that the sale actually in-
cludes the invention (C.7.S. Corp. v. Electro Mat’ls.,
202 USPQ 22, 38 (S.D. N.Y. 1979)), or whether the
sale if for ‘profit (Srrong v. Gen'l 'Electric Co., 168
USPQ 8, 12 (5th Cir. 1970)) or conditional (Henry v.
Francestown Soap-Stone Co., 2 F. 78 (C.C.N.H. 1880)).
Furthermore, the sale of even a single device may
constitute & statutory bar. Consolidated Fruit-Jar Co.
v. Wright, 94 U.S. 92, 94 (1876); In re Theis 204
USPQ 188, 192 (CCPA 1979).

An outright sale of an invention is not the only act
within the ambit of § 102(b). Since the statufe creates
a ber when an invention is placed “on sale”, & mere
offer to sell is sufficient commercial activity (In re
Theis, 204 USPQ 188, 192 (CCPA 1979); Akron Brass
Ca. v. Elkhart Brass Mfg Co., 147 USPQ 301, 305
(7h Ciz. 1965); Gen’l Elec. Co. v. United States, 206,
USPQ 260, 271 (Ct. Cl. 1979), even though the offer

is never actually recélved by'n

- purcheser
(Wende. v. Hoving, 1 225 F. 301 (7 Cir. 1915)) While
some caves follow: Mhummmedﬂw “on-hand
doctrine”™. (ves o, M v Co. v. Mass. Fan
Ca, 195 F. 498 (Ist Cir. 1912)), :hisdocmeism

followed by the Oﬂ"ioe .Thus, sctusl delivery or
presentabdnytodeﬁvercommercml quantities of an
inveation is ‘not a prerequisite to & prima facie case
under § 102(b), Johns-Manville Corp. v. Certain-Teed

‘Corp., 146 USPQ 152, 157 (C.D. Cal. 1977).

Smmcm FAcrons INDICATIVE OF “COMMERCIAL
: ~+ EXPLOTTATION"

As discussed in 52121 a policy consideration in
questions of §102(b) activity is premature “commer-
cial ' exploitation” of a “completed” invention

(82125, 01). The extent of commercml activity which
constitutes’ § 102(b) on sale” status is dependent upon
the circumstances of the actmty—-the basic indicator
being the subjectwe intent of the inventor. However.
bwause an’ ‘entors mtent may be mamfested m a

£ vanous comemporaneous
: “commercul" documents, e.g., orders, invoices, re-
ceipts, delivery schedulee, etc..(§2123); -
@ prepamt:on of price lists (4kron Brass v. Elk-
“hart Brass Mfg., 147 UsPQ 301, 305 (7th Cir. 1965))
and distribution of price quotations (dmphenal Corp.
v. Gen’l ﬂme Carp, 158 USPQ 113 117 (7th Cir.
1968)); -
3 dmplay of samples to prospective customers
. {Cataphote Corp. v. DeSoto Chemical :Coatings, 148
USPQ 527, 529 (9th Cir. 1966); Chicopee Mfg. Corp.
v. Columbus Fiber Mills Co., 118 USPQ 53, 65-67
M.D.Ga. 1958));

(4) demonstration of models or prototypes (Gen’l
Elec. Co. v. United. States, 206 USPQ 260, 266-67
(CL.CL 1979); Red Cross Mfg. v. Toro Sales Co., 188
USPQ 241, 244-45 (7th Cir. 1975); Philco Corp. v.

Admiral Corp., 131 USPQ 413; 429-30 (D.Del.
‘1961)), especially at trade conventions (Interroyal
Corp. v. Simmons Co., 204 USPQ 562, 563-65 (S.D.
N.Y. 1979)), and even though no orders are actual-
ly obtained (Monogmm Mfg. v. F&H MR, 62
USPQ 409, 412 (9th Cir. 1944)); _

(5) use of an invention where an admission fee is
charged (In re Josserand, 89 USPQ 371, 376 (CCPA
1951); Greenewalt v. Stanley, 12 USPQ 122 (3d Cir.
1931)); and ;

(6) advertising in publicity releases, brochures,
and various periodicals (In re Theis, 204 USPQ 188,
193 n. 6 (CCPA 1979); Interroyal Corp. v. Simmons
Corp., 204 USPQ 562, 564-66 (S.D.N.Y. 1979);
Akron Brass v. Elkhare Brass Mfg., 147 USPQ 301,
305 (T¢h Cis. 1965); Tucker Aluminum Products v.
Grossman, 136 USPQ 244, 245 (9th Cir. 1963)).

The gbove activities may be. dctermmnuve of ‘“eom
mercial exploitation” even though (1) prices are esti-
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| wmmm&,mmmﬁu

duction mm:lwwebmﬁﬂe,uﬂ@)thmmﬁmh'

- never actuslly.-sold, : Chiomaelloy - American - Corp.:v.
fgll;y:)&m Co. 173 USPQ‘295 301«-02 (DDel.

212504 mm "

3 03C ‘§102m). “Apenonalnll_ ‘eﬁuledtoapm:ai
mleu—“‘(b)theinvmwu.'..hpd:ﬁc of o wale
Mmmmthmywmwthdmdthemﬁm
for patent in the United States ® © o

Forpumofmdgmgtheappm&dnyoftbe
§ 102(b) bers, public use or on sale activity must teke
place in the United States. While the “on sale” bar
does not generally ‘apply where both manufacture and
delivery occur in a_foreign country (Gam'y v. Main
Belting Co., 143.U.S. 587, 593 (1892)), “on sale” status
can be found if “substantial activity prefatory to a
sale" occurs in the United States. Rab_bms Ca. v. Law-

(§212601) CTS. Corp . Piher Int c.,,,‘,#-:zm
USPQ 649 (7th Cir. 1979). bt

2126 Determinﬁmof%enl’nhlieUaeorOn
‘Sale Activity Took Place

In détermining: when public use or on sale acuvxty '

took place, the time period which must be considered
moneymbeforetheﬁhngdateofmapphumn

212601 “More Than One Yesr Prior to the

' DateoftheApp!icaﬁonforleinthe

United States™

.35 US.C §102(0). “A person chall be catitled to 8 patent
valess— ® * * (b) the invention was . . . in public use or on sale in
th:smw.nm!hanmmrpﬂorwthedaleojtheapph’wmn
Jor patent in the United States ® ® %"

“The “critical date” for, purposes of activity under
35 USC §102(b) is one year prior to the effective
ﬁlmgdatemtheUmted States of an application for
patent. In computing the one year period, the general
rule of excluding the day on which the event occurs
apphes chardmg the termination point, 35 USC § 21
is dispositive. See § 201.13; Ex parte Olah, 131 USPQ
41 (Bd.App. 1960).

Of course, an application for patent may be entitled
to the benefit of an earlier foreign filing date pursuant
to the provisions of 35 USC § 119, § 201.13. However,
for purposes of § 102(b), the “critical date” of an ap-
plication claiming the benefit of foreign priority is one
year before the actual filing date of the application in
the United States, and not the foreign priority date to
which the application may be entitled. 35 USC §§ 104;
119, first paragraph.

The determination of the “critical date” of an appli-
cation for purposes of § 102(b) is not always s matter
of merely looking to the application filing date. Con-

KANUAL oF PAMW PROCBDURB

Mappﬁmmﬁuwflmwym
reguire extra care in de-

-applicetions,:

; the' earliest: effective filing: date to- which
mhrckim:awwkenﬂﬂed. Seégeuet
mygmxm

Lxm(:x.mc '

Undacermncxrcmcu,thcﬁlmgmdm
amendment which includes subject matter found to
have been in public use or oa sale can affect the de-
termination of the “critical date”. This is the result of
Muncie Gear Works v. Outboard Motor Co., 315 U.S.
759, 53 USPQ 1, 5(1942).wherctheCourtmvahd;t
ed claims because _
“&uewpnbhm.mnle,ddemmbodmthem
isvention, . beforeuwuﬁthothePamOfﬁce.
(Emphmndded) T
Iﬁt‘l:tnvahdaungﬂwclmmsmqwuoa,theCourtnowd

“thé ainenduients of Deécenber 8, m&eﬂneongrmhpplmhoa
MWmdmkmthehvmm: "(Emphmup-

BOVE quotahons fmm Ms 'Gear shouldbe,

", prohibited: by what is ‘now
35 USC §l32 “See' Cardmal of  Adrian .’ Peerléss
Wood Pivducts, 185 USPQ 712, 715-16'(6th Cir. 1975);
Faulkwer v. Baldwin Piano & Organ Co. 195 USPQ
410, 413-15 (7th Cir. 1977); Chicopee Mjfg. Corp. v.
Kendall Ca., 129 USPQ 90, 93 (4th Cir. 1961); 'Azo-
plate Corp. v. Silverlith, 180 USPQ 616, 631 (D. Del.
1973). ‘

The examiner should be, guided by the “new
matta’ reading. IanoIdanOSUSPQlDB(S
1089 (Comm. Pat 1980). Accordingly, - :

* ‘where the invention has been costimmously disclosed in the eppli-
mnoa,mmmannapubllcmemnlemtothechmmgohhe
inveation will not constitute a bar.” ™. . .

Thus, in determining 'the “ctmal date”. for all cir-
cumstances of § 102(b) activity, the examiner should
ascertain the effective U.S, filing date to which specif-
ic claimed subject matter is enmtitled in view of the
ongmnldxsclosurc, 5520107 608.04. The date which
partlcuhr subject matter - was “first clalmed” in ‘a
given ap?phcatmn is not determinative. -

§2127 Detemimtion of Whtber Any Pending
Claims Are Anticipated by or Obvious Over
. an Invention Found To Be in Public Use or
on Sale

Ali pending claims of an spplication must be com-
pared by the examiner with the invention found to
have been in public use or on sale. If any one claim of
the application is anticipated by this invention, there
is a prima facie case with respect to that particular
claim.

Evidence of public use activity by one other than
an applicant may also constitute sufficient grounds to
support a rejection of claimed subject matter under
8¢ 102(a), 102(f), or 102(g). See Dunlop Holdings v.
Ram Golf Corp., 188 USPQ 481 (7th Cir. 1975). Fus-
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ii"» %] :
145 WLIG,JM(CGPA 1968). A»rejemim mnyte
basied wpou ‘the obviousness of ‘claimed ‘ubject ‘matter:
in view of u:§102(b) invention; since sech an inven-

tion - becowies ‘part *of ‘the' prior: are for phrposes of
§ 103 MMmCap.v Arron; 187 USPQ 287,
267 (24 Cir. 1975). Thus, & public use or placing on.
ulemderilm(b)upnormwlmhmywpponm
olmouuneurejecnonunderﬂm either alone or in
combination with prior art or other informstion. See
In ' re . Concovan,: 208 USPO 867 (CCPA 1981), In re
Kaslaw, 217 USPQ 1089 (CAFC 1983) _

w:th thc pnma facte’case, §2124 L
The basis for excused actnvxty under § 102(b) is that
& public. use or sale -was: for “‘experimental” purpooes

2128 01 The Experimental Use' Exeepﬂon
o lnmtonucnon o

Asa general rule, apnmafacze case lmdet 35 USC
§ lGZ(b) mnot be found by the examiner unless an. m-,
veiition is “complete”, §2125.01. Expenmental activi-
ty. is quite often’ conducted by, an inventor, to deter-
- mine completen&s that is, operabihty and/or use-
ﬁﬂnm.mweuastoasoertalnxfﬁx;;bgrmodlﬁcauons
However, the extcnt of expenmental acmnty permlsu
ble under § 102(b) depends upon the nature of an in-
ventwnandmcscopeand circumstances of the par-
ticular activity conducted, viewed in hght of the sub-
jective intent of an inventor, ‘and nof the intent or mo-
tives of a prospective customer or present user. I re
Theis, 204 USPQ 188, 193 (C”‘PA 1979); Tool Rsch. &
Eng's. Co. v. Honcor Corp., 145 USPQ 249, 252
(S.D.Cal. 1964), affd., 151 USPQ 236 (9th Cir. 1966),
cert. denied, 387 U.S. 919 (1967). .
SIGNIFICANT FACTORS INDICATIVE OF AN
EXPERIMENTAL PURPOSE

medicul decisions have enunciasted “tests”
which are considered indicative of experimental pur-

rmm A3 AU AR

sctivity-was Yeclely™ experimental (Dabe: Indusivies v.
BT dulont dé Nemours & Ca; IWMMWn.
13 (7th Cir. 1973)), “prisdarily® @ (Rbbling
Co..v.:Lawrence Mg - Co., 178 USPQ §77, mm
Cir.. l913)),oteapemmw&oma“m - the.
motives” of an inventor (In:re: Yarn - Patent
Validity. -Litigation; 183 USPQ..65 (5th Cir. 1974))..
Simce . these decisions all emenate from the seme:
source—Clty of Elizabeth v. American Nicholson Pave-
mCa.97US. 126(1878)—wefdndynofth|t
source is instructive. -

The Court in City of Elizabeth fmmd sevenl factors
pummveufexcmedexpenmenulwnmy :

(a)themmre aftheinvenﬁanwumchthat any
taunghadtobetosomeextentpubhc-

lack of any npparent “proﬁt moﬂve" in Cigpof- Eimo»‘
beth for-the proposition that true experimestsl-activity.
camnot:reveal any:evidence of profit:.Howeves, bona.
Jide. experimental activity may involve some incidental
income. In-re Dybel, 187 USPQ:593; 557 : § (CCPA "
1975). Ofooune.theextentandclrcnmmupren_
cipitating: the incidental :income: may-be: indicative of
the bona fide nature of the experimental activity.

SupremeCourtdecmonssubaequentmthofEhz
abethtdenﬁfyothcrs:gmﬁmtfactomwhwhmybe
determinative of experimental purpose:

() extent of any obligations or Izmaatwm placed
onauserdurmgapenod of exp
as well as the extent of any testmg “actually per-

" formed: during guch ') (Egbert V. mmarm.

104 U.S.-333-(1881)); :

- (fy conditional ‘nature of any sale auocmad with

xpermental activity (Hall v. Macmk, 107 US. 90‘

(1882)); and

(@) length of time and humber ofmm in wluch

expenmenml actmty took placc, _wewed in light of

what was reasonably ‘for an alleged ex-
perimental purpose {ntl Tootk meu Ca v. Gay-

“lord, 140 US 55 (1891)). R _

Other Jndxclal opinions have supplemcnted these
factors by looking to the extent of any:

(h) explicit or implicit obligations placed upon a
user to supply an inventor with the results of amy
testing conducted’ during en expemml petiod.
and the extent of inguiry made by the imventor re-
garding the testing (Robbins Co. v. Lawrence M.

Co., 178 USPQ 577, 583 (9th Cir. 1973)); - -

(i) disclosure by an inventor t0 & user regarding
what the inventor considers a3 oper- .
ation: of the invéntion (In nDylml. 181 USPQ 593.1
599 (CCPA 1978)); and
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bt nﬂ)@l&t&u the pert-of snduveator 10 mny

samples”: st she end of an e

; - . P . . m y
tendéd by the app&wn ‘and the sature of the subject

mrmvdvd.ﬂoommmcombnmof
;gn:ht:m (n)throush(u)mnecmﬁydetenmmme

; purpose of expen
mentation. Smith & Griggs M_&. Ca. v. Spmxue- 123
U.S. 249, 256 (IBW Theis, 204 188, 1S

mentaL tatofRobbzuCavLammeg.

Co; 178 USPQ'S77, 582 (Sth Cir. 1973); In re zm_"

204 USPQ :188, 194 (CCPA 1979). Accordingly, al-
le@ed experimental activity in these latter situations -

mbemﬁmﬁeduamwmﬁmwithuneﬂmm'

dmmywmmmdmkdmmhh-

Wuymbcpumwmapmdapumum
/e tool” CavN’u'lAuwma’cToalCo. 149

& compelitiv
USPQ 887, 890 (hh Cie. 1966)

anmmmu. AcCTivVITY Sunsmvxzm 10
' Counlmou" OF AN INVENTION

Whether talacuv:tyancontmueaﬁerm
invention is oomplete” ($2125. Ol)mamatterof $CTU-
tiny of the subjective intent of an inveator, viewed in
light of the objective factual circumstances. surround-
ing the particular activity. '

Oncemmvmuonpasmoutoftheexpenmenul
stage and becomes 8 “reality” for purposes of
8 102(b), later refinements or improvements will not
mdmarﬂymmﬂwprimfaciem In re Theis, 204
USPQ 188, 193-94 (CCPA 1979); Gould v. United
States, 198 USPQ 156 (Ct.Cl. 1978). However, if an
invention requires tésting over a congsiderable period
oftmemdtbeewdemshommmemptbymm-
during pmod, testing msy be excused. In re
Jossevand, 89 USPQ 371 (CCPA 1931)

Regardless of intent, any “comtinued” experimental
sctivity must relate to the same invention which was
found to have been “complete”. In re Bloisdell, 113
USPQ 289, 293 (CCPA 1957). The examiner is cau-
tiomed thet en inventos’s testimony in this regard may
have little probative value against subsatntisl evideace
to the coatrary. In re Thels, 206 USP(Q 188, 193

MANUAL OF PAMM PROCEDURB

W
mm 581 m ﬂrﬂ ms).

policy: “commercial - exploiuhou" :
mount, §2121.- 'l‘hu.evenfthemuhwﬁkaperk
mental ectivity, an inventor may not commerically ex--
plmtmmvenmmethnoneywm»the
filing date.of am IanMUSPQ
188, 194 (CCPA 1979):
Asthcdegreeofwmmerculexploihﬁo-mmnd

ing § 102(b) activity increases, the biifden on aa appli-
mttoestablmhclwmdeonvincingevﬂmofex-

1964); Cloud . Siandard Packagmg Carp. 153 USPQ“
317 (7th Cir. 1967).

212802 Exeepﬂo- and the‘

Experimml
Development of Prototypes ..
The construction of a prototype, or model. of an in-
vention is not necessarily determinative of “comple-
tion”. As discussed at §212501 the natnre.ofmany

ofsuggestzons rcgardmg odifications 6
not significant under § loz(b) §2128 05

However, where an iaventor has confidence in the
uﬁhtyandoperabﬂxtyofmmvenﬂon,whlcheonﬁ
deweusharedbyapommlpurchmwhobegms
commercislization based upon information or draw-
ings supplwd by the inventor, prohibmve § 102(b) ac-
tivity is present. Langsett v. Marmet Corp., 141 USPQ
903, 910-11 (W.D.Wisc. 4); § 2125.01.

Where a prototype of an invention has been con-
structed, inquiry by the examiner should be upon the
general requisites of “completion” (§ 2125.01), which
do not require that the invention be at s stage of de-

for full scale commercial production.
Johns-Manville Corp. v. Certgin-Teed Cosp., 196.USPQ
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DIsPosAL OF PROTOTYPES

s prototype of em invention hiss been dis-
minvmme‘me‘“cmwddmf’ Ife

‘;E,tahodbyulnvmnrmulnmﬁu
As discussed with ‘reference to. City. afElmbuth .

American Nicholson Pavement Co., 97 U.S. 126 (1878)
€ 2128.01), a significant determinative factor in ques-
tions of experimental purpose is the extent of supervi-
sion and control maintained by an inventor over an
imvention during an alleged period of experimentation
See aloo Root v. Third avenue RR. Ca, 146 U.S. 210
(1962). When an inventor relinquishes supervision and
control, subsequent activity with an invention must be
scrutinized carefully by the ezsminer to determine
whether there is clear and convincing evidence that
sach activity is reasonably consistent with the experi-
mental purpose asdvanced by the inventor. Magnetics
v. draold Eng’g. Co., 168 USPQ 392, 394 (7¢th Cir.
1971). However, once & period of experimental activi-
ty has ended and supervision and control has been re-
Wudbyanmventotwuhoutanyremmtson
use of an invention, an unrestricted subse-

quent use of the invention is & § 102(b) bar. In re
Blaisdell, 113 USPQ 289, 293 (CCPA 1957).

212604 The Ex Exception and the
Testing of an Inveation

Testing of an invention in the normal context of its
technological development is generally within the ex-
perimental exception. Likewise, experimentation to
determine “utility”, as that term is applied in 35 USC
§ 101, may also constitute permissible activity. See
Gen'l Motors Corp. v. Bendix Aviation Corp., 102
UsPQ ss, 69 (N.D.Ind. 1954) For cxamplc, where an
mvm relates to 8 chemical composition with no
known wtility, i.e., a patent application for the compo-

T k

mmwamm 101;:422;: ﬂmm),i
colitisised téating o fiid wility - mmv*wwﬁ
mlisible ‘dader § 102(b); absent'a sale of thi'

ﬁonorolhuevidweofconww

invenitor “af the ‘tine of 'the’ hctmty See §2125.01
Nevertheless, any modifications or refinements which
did result from such experiments! activity must at
least be a feature of the claiimed invention to be of any
probative velue. In re Theis 204 USPQ 188, 194
(CCPA 1979), Minn, Mining & Mfg. Co. v. Kent In-
dustries, 161 USPQ 321, 322-23 (6th Cir. 1969)

212806 Activity of ean Independent Thivd Party
Inventor

The statutory bars of § 102(b) are applicable even
though public use or on sale activty is by a party
other then an applicant, § 2121. Where an applicant
presents evidence of experimental activity by such
other party, the evidence will not excuse the prima
Jacie case under § 102(b) based upon the activity of
such perty unless the activity was under the supervi-
sion end control of the applicant. Magnetics v. Arnold
Enge. Ca., 168 USPQ 392, 394 (7th Ciz. 1971), Bourne
v. Jones, 98 USPQ 206, 210 (S.D. Fla. 1951). affd., 98
USPQ 20§ (Sth Cir. 1953), cert. denied, 99 USPQ 490
(1953); comtra, Watson v. Allen, 117 USPQ 68
(O.CCir. 1957). Accordingly, the “expermiental use
exception” is personal to an applicant.

212807 Evidence in Support of Excused Activity

The exsminer must always look to the objective
factual circumstances surrounding alleged excused ac-
tivity. In this regard, caution should be exercised
when experimentsl intent is mainfested by an sffidavit
or declaration filed by an spplicant. While such evi-
dence may be probative if adequately corroborated, it
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hmwmm-mmmmewﬁm
wmbytheummmcwmvolmamjm
founded: upon: §102(b) activity must-explain: why the
evidence is sufficient 10 support.the prime :fucie case,
and-must. particularly - point out the deficiencies in' the
mmpmwmormmhmm

shouldsomdtwe.Stnctadherencgtoﬂmformat
should ‘cause’ :her-mnaxemployedby ﬂle eksmines

the use’of feasons foi illowsiice pursisst & "37 CFR
§ 1.109 may also be appropriate, §1302.14.-. . - .=

2100-14






