Time Reporting
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the Exeminer in Reezsminstion

Statutory basis for citation of pnor patenu or print-
ed: publications in patent files and reexamination of

7 patents became availsble on July 1, 1981, as a result

of new_sections 301-307 of ‘title 35 United States
Code which. were . added by Public Law 96-517 en-
acted on December 12, 1980. The rulés of practice in

- patent cases relating to reexamination were initiaily

promulgated on-April -30, 1981, at 46 Fed. Reg

' 24179-24180 and on May 29, 1981, at 46 Fed. Reg.

29176-29187. The rules were also published in the Of-
ficial Gazette at 1007 O.G. 2-3 on June 2, 1981, and
at 1007 O.G. 30-41 on June 23, 1981. Amendments to
the rules of practice relating to reexamination were
promulgated on May 19, 1982, st 47 Fed. Reg. 21746~

21753 and on July 30, 1982, at 47 Fed. Reg. 33086~

2200-1

33112, ’Ihaemleswetealsopubllshedmthc()fﬁcml
Gazette at 1019 0.G. 37-44 oa June 22, 1982, and at
1021 0.G. 19-94 on August 10, 1982.

Tthhnpterummdedtobepnmanlyagmdefor
Patent and Tredemark Office personnel on the proc-
essing of prior art citations and reexaminstion re-
quests. Secondarily, it is to also serve as a guide on
the formal requirements for filing such documents in
the Office.

The flow chart which follows shows. the general
provisions of both the citation of prior art and reex-
aminsation proceedings including reference to the per-
tinent rule sections.
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{c) Citstion of patents or printed by the public in
Mtﬁbmm(l)reﬂmmatacopyofﬂwmhu
been mailed to the pstent owner at the address ss provided for in
€ 1.33(c); or in the event service is not possible (Z) be filed with the
Office in duplicate.

Prior art in the form of patents or printed publica-
tions may be cited to the Patent and Trademark
Office for placement into the patent files. Such cita-
tions may be made without payment of a fee. Cita-
tions of prior art may be made seperate from and
without a request for reexamination.

The basic purpose for citing prior art in patent files
is to inform the patent owner and the public in gener-
al that such patents or printed publications are in ex-
istence and should be considered when evaluating the
validity of the patent claims. Placement of citations in
the patent file along with copies of the cited prior art
will also insure congideration thereof during any sub-
sequent reissue or reexamination proceeding.

The citation of prior art provisions of 35 U.S.C. 301
and 37 CFR 1.501 do not apply to citations or pro-
tests filed in pending applications.

2203 Persons Who May Cite Prior Art

The patent owner or any member of the public may
submit prior art citations of patents or printed publi-
cations to the Patent and Trademark Office. 35 U.S.C.
301 states that “Any person at any time may cite to
the Office . . . .

“Any person” may be corporate and governmental
entities as well as individuals.

If a person citing prior art desires his or her identi-
ty to be kept comfidential, such a person need not
identify himeelf or herself.

“Any person” includes patentees, licensees, reexam-

ination requesters, real parties in interest, persons

appear to indicate that patent claims are not patent-

without s vend interdst asd pereons’ mmmw-

zm'mmmammmww

'any ;ﬁch papenfrom the pubhc ﬁles. mce the review

will -be mainly clerical in nature, complete assurance
of such exclusion cannot be given. Persons citing art

,whodestretore:quneonﬁdeumlaretherefm ad-

papers. ..,
Conﬁdentml mtauona ahould mclude at lem an un-
isxgned statement. mdmnng that_the patent, owner has

'”'Any ‘activity by examiners which would

able, outside of those cases pending before them, is
considered to be inappropriate. .
2204 Time for Filing Prior Art Citations

Citations of prior art may be filed “at any time”
under 35 U.S.C. 301. However, this period has been
defined by rule (§ 1.501(a)) to be “any time during the
period of enforceability of a patent”. The period of
enforceability is the length of the term of the patent
(normally 17 years for a utility patent) plus the six
years under the statute of limitations for bringing an
infringement action. In addition, if litigation is institut-
ed within the period of the statute of limitations, cita-
tions may be submitied afier the statute of limitations
has expired, as long as the patent is still enforceable
against someone. Also, while citations of prior art
may be filed at any time during the period of enforce-
ability of the patent, citations submitted after the date
of any order to reexamine by persons other than the
patent owner, or a reexamination requester who also
submits the fee and other documents required under
§ 1.510, or in a response under § 1.535, will not be en-
tered into the patent file until the pending reexamina-
tion proceedings have been terminated. (37 CFR
1.501(e)). Therefore, if prior art cited by a third party
is to be considered without the payment of another
reexamination fee, it must be presented before reexam-
ination is ordered.

The purpose of this rule is to prevent harassment of
the patent owner due to frequent submissions of prior
art citations during reexamination proceedings.

2205 Content of Prior Art Citations

The type of prior art which may be submitted
under 35 U.S.C. 301 is limited to “written prior art
consisting of patents or printed publications®.

2200-3



Anexplanstion is medofmm?mmb-
ummmmmunmbemm
applicable to the patent, as well 28 am::
why it is believed thet. the prioe ert hes a bearing on
the patentability of eny: cleim of the patent. Citations
of peior art by patent owners may eleo isclade an ex-
mwmmmwwmmm
thepdocmdwd.

lthpmferredthatoopboflﬂtheeiwdpﬁorpat-
mumpriaudpubﬁuﬁomandmymymgmh
translation be included so that the value of the cits-
tions may be readily determined by persons inspecting
thepatentﬁlesandbytheexammetdmganysubse-
qmntreeutmmtionproceeding

-+ All prior art citations ﬁledbypeaonsotherthan
the patent owner tust either indicate that & copy of
the citation hes 'been msiled to,” or ‘otherwise served
on,thepatentowneratthecorres’pondmeaddressas

onthepetentownerunot

wrth an explam‘nonjas 0" why'"' - ger

defined under § 1.33(c), or 1f‘vfor some reason semce.

: ,§ 1‘-’,501.‘fdlow

murmummmn, AYEY Y

record may be MMMM@W@'

L : ; i SHIBEE : A
Ame&huMm bfthepm

shouid have fismly gtts

rehnngmtheemuonaothﬁthedocumenﬂwﬂlm
become separated during processing. The documesnts
Mﬁommmmmmmmm
ﬁcaumofﬂ;epaeentforwmmeymmtended
‘Affidavits ‘or declarations ‘relating to the prior art

_documusubmnmdwhchexplunthecontmmor
pemmtduesmmoudalilmymompmythem-

Acommcrculsum:ﬁdwit’twdmmthapar—
ncuhrpnorartdocummtmyalsobe;,,;, table.
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in ce patent of

Jogeph Smith : .. co/

Patant Wo. 4,444, 44‘ ER R A
fesueds July 7y 1917’ SRRt

Poes Cutting Tool

Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner of Patents and Trademarks
Washington, D. C. 20231 ;

8irce

The undersigned hetevith subnits in the above
identified patent the following pricr art (including copies
thereof) which is pertinent and applicable to the patent and
is believed to have & bearing on the patentability of at
least claims 1 - 3 thereof:

Weid et al U.8. 2,585,416 April 15, 1933
McGee U.8. 2,722,798 May 1, 1934
Paulk et al U.8. 3,625,291 June 16, 1936

More particularly, each of the references discloses a
cutting tool strikingly similar to the device of Smith im
having pivotal handles with cutting blades and a pair of
dies. It is felt that each of the references has a bearing
on the patentability of claims 1-3 of the Smith patent.

insofar as claims 1 and 2 are concerned, each of the
teferences clearly anticipates the claimed subject matter

under 35 USC 102.

As to claim 3, the differences between the subject matter of
this claim and the cutting tool of Weid et al ace shown in
the device of Paulk et al. Purther, Weid et al suggests that
different cutting blades can be used in their device. A
pecson of ordinaty skill in the art at the time the invention
was made would have been led by the suggestion of Weid et al
to the cutting blades of Paulk et al as obvious substitutes

for the blades of Weid et al.
Respectfuvlly submitted,

tag

John Jon
2200-$



Certificate of Service | ‘

: , ' g W

I hereby certify on thie first day of June 1982, that & true
and correct copy of the foregoing “Submission of Prior m:t"

was mailed by first-class mall, postage paid, t.o: S

Joseph Smith

555 Emery Lane
Arlington, Va. 22202

- John: Jones: - - -
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 §3Issued§ July 1, 1!17
Pors Cuttinq Tool

§ybnission of Prior Art Under 37 CFR 1.501

AT

Hon. c°nmxssioner of Patents and Tradenarks
ﬂashington, D. c. 20231

-;181r3;~*?*”

REEERREEE The undersigned hetewith submits in the above L
.rsidentifaed ‘patent the following prior art (including eopies
- thereof) which: is’ pettinent ‘and applicable to the patent. and S
oo is believed to have & bearing on the. patentability of at. .. .. uo-
e least claans lw-w3 thereo£v~»q ; T R TP NPT

,'fdxes. whxle at xsﬁteit that each of ‘the e s hags
] beax;ng on patentabxlity of ¢laims" 1-3 ‘of the SNith
' patent. the ec matter claimed ‘differs fron'the refetences

and ;s bel;ev{ﬂ p tentable thexeovet.v o

Insofar as claims 1 and 2 ‘Bre concerned. none of the teferenees
show the particular dies claimed and the structure of these
claimed dies would not have been obvicus to & person of
ordinaery skill in the art at ‘the t;me the invention was

Bade.

As to claim 3, while the cutting blcdes requized by this
claim are shown in Paulk et al, the remainder of the claimed
structure is found only in Weid et al. A person of ordinacry
skill an the art at the time the invention was made would

not have found it obvious to substitute the cutting blades

of Paulk et al for those of Weid et al. In fact, the disclosure
of Weid et al would lead a person of ordinary skill dn

the art away from the use of cutting blades such as shown

in Paulk et al.

The reference to McGee, while generally similar, lacks
the particular cooperation between the elements which is
specifically set forth in each of cleims 1-3.

Respectfully submitted,

III’ qbk)gll44a~s£;\ytnx~__
Williem Green
httorney for Patent Owner
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mark Office will be forwarded by the Ce .
mmmmwﬂummmm
ceming Unit for bandling.

If the prior art citation relates to & patent currently
uadergoing reexamination, the Reexamination Prepro-
cessing Unit should promptly forward the prior art ci-
tation to the examining group sssigned with the reex-
date of an order for reexaminstion, the citstion. is re-

tﬁedmthemmgmbythcgroup’neM-‘

pation clerk until the exsminer has finished

processing
the reezamination for printing of the cegtificate. At

the time, the citations are processed for placement in
the patent file and the file is forwarded to the Record
Room. Citations filed afier the date of an order for

emuonmnnotbemgdctedbythem

during the reexamination.

ceeding is present, or ‘the exa - group’
where & reexamination proceeding is present, to deter-
mine whether a citation forwarded to them meets the

rmtsofthewmdndesmw*nmnmw‘

tion xsnot_

the patent file if it is proper.’ If the'

propez, (i.e., it is not limited to patents or printed pub-

lications) it should be returned, along with an expla-

mstowhythemtammbemgretumed.tothe,._

o supphed, Ma.—. —; 2208 Serviee af Gmio'n‘ om: Pm Owner

et

YT kmm Mmmm
wmmmmmump&a
to the Patent and Trademark Office for entry into the

reenmﬁnnonkorwatinvulved, sind “say results of
such proceedings. 37 CFR 1.565(a) requires the patent
_ owner to provide the Office. with information regard-
- ing the existence of eny such proceedings and the re-
sults thereof, if known. Ordinarily, no submissions of
Janyhndbythndpanmﬁledznerthgdateofthe
~ordér are placed in. the, reexaminstion or patent file
while the reexamination proceeding is peading. How-
ever,mordertoensurencompleteﬁle,mthupdated
status information regarding prior proceedings regard-
¢ ing.a patent undergoing reexamination, the Office will

nﬂ“fww“mmmm : ~.eccept at &ny time:copies;of notices of suits and other

emUnnpemdwﬁge'no reexnmmsum pro-

. proceedings involving: the -patent and:copies of deci-

2 sions or-other court paperss from  litigations or other

tomedmgsﬁvdvmgthepnentfrmmepuues in-
"volvedorthntdpamesforplacementmthepatent
-« file. Persohs meking sich ‘subiiissions must limit the
“_iubmxmontothenouﬁcahonandnotmcludefurthcr
- arguments’ or information” Any proper submission will
be promptly placed oa record in the patent file. See
§82240 and 2242' for handling of requests for reexami-
’nauon of patents mvolved mlmgauon.

mshouldbedestmyed.lnmicase'whmthea-g;,

tation by a person other than the patent owner is mot -
entered, thcpatentownerahouldbenouﬁedbythe:

person_responsible for processing the citation. Any

unusual problems should be brought (o the attention. m Citations.

oftheOfﬁceoftheAmthommmmnermeu-:

ents.
Whueﬂwmuhondounotmumaanmof

service on the patent owner and no duplicate copy is
submitted to the Office, the person responsible for

proceming the citation will merely notify the patent
art has been entered in

tbpuentﬁleWordmgumilartothefollowing”

owner that a citation’ of prior

should be used:
A citation of priof’ aré under3SUSC 301" and

31CFR1501hasbeenﬁiedon myour
patent number ‘entitled
Mnoﬁﬁcmonmbeingmadetoinformyouthz
the citation of prior art has been placed in the file
wrapper of the above identified patent.

The person submitting the prior art:

1. [J was not identified

2. 0] is confidential

3.0 i

2267 mwmmmmm

The Solicitor’s Office processes notices under 35
U.S.C. 290 received from the cleks of the various
courts and enters them in the patent file.

-~ owner is fully mformedastoﬁie obmmtofhxsorher
patent file wrapper.. See §2206 for handling of prior

Theservwciothepatentownershouldhead—
_.;dressedtothecorrespondem addrecsassetforthm
§1.33(c).

2209 Reexamination . =
- Procedures -for reenmmatxon of mned patents
‘beganonlulyl '1981, ‘the date when the reexamina-
- tiom - provmons of Publnc Law 96—517 ~came into
: Thereenmmatlonmtuteandmlespermltmy
person to file a request for reexamination containing
' ‘certain elements and the fee required under 37 CFR
1.20(c). The Patent and Trademark Office initially de-
termines if “‘a substantial new question of patentabil-
ity” (35 US.C. 303(w)) is presented. If such a new
question has been presented, reexamination will be or-
dered. Thereenmmat:onproceedmgaareveryumn
lar to regular examination procedures in patent appli-
cations except for certain limitations as to the kind of
rejections which may be made. When the reexaming.-
tion proceedings are terminated, a certificate is issued
which indicates the status of all claims following the
reexamination.

2200-8




inthismpminchdemefouowmg
h‘l‘awﬁemﬁwnﬂarwﬁh‘d&ndm—

,mxunimtioninmmmﬁaﬂyex

parte. mannes,

3 Tominnmzethepmceuingcom:ndcomplex
ities of reexamination.

4, Tomximimerenpectforthereeummedpctem

s. Toprovndepmcedumforpromptmdtlmelyde-
terminations by the  Office . in 'accordamce with the
“special dispatch® requirements of 35 U.S.C. 305.

mbaﬂccharmismafmmm:reufol-
lows

1. Anyonemteqneureenmmmaatanyttmc
dunngthepeﬂodofcuforcubxluyofthepatcnt.

.2.. Prior art considered during. res on is li
ltedtopmrmpaeuuorptmwdpubbummap-

- 38 US.C. 302 Reguest for reewamination. Any peswon &t gny time
mayﬁlenequutfambyme()ﬁceofuydumoh
petent on the basis of amy prior art cited uader the provisions of
section 301 of this title. The request must be in writing end must be
accompanied by payment of 8 reexaminetion fee estoblithed by the
Commmofhmmtothepmvmofmﬂof

tuis title. The request must set forth the - and manner of
applymgcmdprmmwcvetyclmmfofwhwhxeexmmonm
requested. Unless the regaeating ereon is the owner of the patent,
mmmmm.mydumwm
owner of record of the pasest.

37 CFR 1.510 Reguest for roexamination. (a)Anypenonmy.
sny tme during the period of eaforceability of o patest, file & re-
quest for reexamination by the Pelent and Tredemark Office of any
claim of the patent on the basis of prior art pstents or peinted publi-
cations cited under §1.501. The request must be sccompanied by
;he,feefowmmmnzmonmmﬂm(c).

{ geuyuest recusmination must mclude the following
perts:

(I)Awmmmm@mmdw-
mmm«&m«mymmmmﬁmu

end o detailed of the pertinency ead menner
the cited mwevuycldmﬁxwﬁckmmhn-

:

by teamistion
sest perts of eay son-Engleh language patest or pristed publice-

thos.

mpm:dnﬂmwpywhmﬁedwmm

) If the | mwwmmmmm
nation or all of the parts required by pusagraph (6) of this sectica,
idenitified i roesamination will be

mﬂummtﬁleuaamifnennﬁis
m&emqmmeauofﬁlwl(a).

mwi!lheplwed

(e)Ate@euﬂledbythewz : S8
aead-attnwcotdancewulﬁllzl(l).

() U = request is filed by an sttoruey.or agent i i
ptﬂymwhuebehﬂftherequ&nbemgﬁled.theaﬁotuym
mtmmhavenpawerofmmyﬁmthumymbewg
maw&aﬂvecapaatymunttoil”a) fe e

- Any: person;: atanyumedunngthepenodofen-
foreetbihtyofapatent, may:file a request for reezam-
ination by the Patent:and Trademark : Office- of ‘any
chmofthepatcntbasedonpnor art'patents or print-

ed publications. The: vequest must inclede -the’ ele-
ments set forth in § 1.510(b) (see § 2214) and be ac-
compamedbythefeeassctforthm§lm(c) No at-
temptmﬂbemadetommumarequester’smmem
confidence.

After the request for reexammauon, mcludmg the
entire fee for requesting reexamination; is reoewe& ‘n
the Pstent and’ Trademark Office; no ab i,
mthdmwal. or striking, of the request is’ possible, Te-
gardless of who tequests the same. In some limited
circumstances after a court decision, a reexammauon
ordctmaybevacated see§2286 o

2211 Time for Requesﬁns Reennination

Under 37 CFR 1.510(s), any person may, at any
time dusing the period of enforceability of a patent,
file a request for reexamination. This period was set
byrulcmcenousefulpnrposewasmnforexpend
ing Office resources on deciding patent validity ques-
tions in patents which cannot be enforced. The period
of enfm‘mbﬂnty is the term of the patent, normally 17
years from the issue date for utility patents, plus the 6
years afier the end of the term during which infringe-
ment litigation may be instituted. In addition, if litiga-
tion is instituted within the period of the statute of
limitations, requests for reexamination may be filed
aﬁetthemtuteofhnuumhnexpued,ulongu
the patent is still enforceable against someone.
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mmmmwﬂformmwm
will be limited to an’ exparte comsideration of prior
patents or printed pe ons. If the patent owner
wishés 10 have a wider cosmsideration of issues by the
Office, including matters such as prior. public use or
sale, the patent owner may file a reissue application.
ItuahopomblefortheCommwonertonmunere-

ial exporters, patent litigan
mandlntemhoﬁ'l‘mde(l’ommrapmd
ents.'l'hepersonssmewhoﬁlutherequmwm

Where an attorney or agent files ‘a request foi
identified - client: (the -requester),- he: orshcmy -act
undere:therapowuofaﬁomey,oractmareprme—
tative : capacity -under..§ 1.34(s),:-§.1.510(f). While : the
filing of the power of attorney. is desirable; processing
ofthereeummmremtwﬂlnotbedehyeddue
to its absence.
lf:nqumonofmthontytoactlsmsed,proof
ofauthomymaybereqmredbytheotfce S
All correspondence for a requester other. than_ the
pttentownershouldbeaddressedtothercprwta-
uveaftherequenermbuaspeclﬁcmdmnonm
made. to. forward > t0 another address.
Ifthereqnmtnﬁledbyapmnonbehalfof’the
patentomer,oorr‘ ! fwlllbedxrectedtothe
patentownetattheaddrasumdncatedm”CFR
l33(c),regardlenoftheaddxmofthepersonﬁlmg
the request. See §2222 for a discussion of who re-
ceives correcpondence oa behalf: of ‘a: patent owner
and how changes in thc correspondence -eddress are
to be made. =
A patent owner may not be rcprwented durmg a
reexamination proceeding by an attorney or other
permwhomnotremredtopractxcebeforethe
Office since those individuals are prohibited by 37
CFR 1.33(c) from signing amendments and other
papers filed in a reexamination proceeding on behalf
of the patent owner.

2214 Content of Request
§ 1.510 Request for reexamination.

“n)Anypetmmy.muytmedumathepumdofenfum
mgaammammmwmmm

dTCBll.SMn)reqmtbepcymdaMw
iﬁedin31CFR120(c)
”Mlﬂ%)mmmwmof
amqueuformeumlmﬁon Thee!menumufoa-
“(I)lmmhmomeachw:ewqmmof
pmwy mmmmmm
’l'hummuhouldclearlypmtontwhtttberc-
questetconsidentobethe;ubmmlnewqmonof
patentability.. which would warrant: a. reexamination.
The cited prior art should be listed on a form PTO-
1«9me Seealso§2217 R
“(Z)Anwwionofevpryc!umfwwmm:s
‘el 'l detailed eipliiation’ of tie pertinency end manner
amuwmmwmmmwmam

kmyuhomoﬁhowclumdsﬁngm»cmmdmm”
'Iherequestshonldappiyvthewedpnorartto

wmmwumgf)m&wmm
mﬁmofuymﬂn@lmwmwwmdm

-A copy of each. cited patent or printed publlcatmn,
as well as a translation of ‘each non-English document
is required so that all materials will be avmlnhle to thc
examiner for full considération: See § 2218::

"(4)'nzemeapemm('mchdmgchma)mddmwmpof

the petest for which reexamination is requested must be furniched

in the form of cut-up copies of the origingd pétent with ouly e

single coluam of the printed patent’ securely mounted or repro-

diiced in permanent’ form of'one side of & weperate paper. A copy

dmymmnﬁweofcomormmmmm
mmdn&emmmmahobemm

Acopyofthepatent, forwhwhreeumxmuonu
requested, should  be - provided  in ‘a’ single ‘column

paste-upformatsothatamendmentscanbeeamlyen—

tcredandtousepnntmg. See also §2219. .. .

“(S)Acemﬁemonthataeopyofthcreqwﬁledbyapenon
mmmepamtmhnbemmvedmwmdymme
patent owner at the address as provided for in § 1.33(c). The name
and address of the party sefved must be indicated. If service was
Bot possible, a duplicate copy must be supplied to the Office.”

If the request is filed by a person other than the
patent owner, a certification that a copy of the re-
quest papers has been served on the patent owner
must be included. The request should be as complete
as poesible since there is no guarantee thet the exam-
iner will consider other prior art when making the de-
cision on the request. Also, if no statement is filed by
the patent owner, no later reply may be filed by the
requester. See also § 2220,
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c:u‘rmm mm m mm ORPA

7. oot -t” : ', PR l&&mwem

M July 2. 1901

st fo seexamination W, 37 CFR i L ;';; RRRT
Teguest fos zeenan ’m;....a July 7. ;917 SRR S

2. .8 mzm,MMmdemm!ummka.
R L, XYE C v,oxpozﬂtion“f . ;

-' "vD'..lA.z eb‘ce’kinthmt pps— S
O(eh;  or
MCmmmkbmbymhmedw mﬁmmm&mmd

. : & Reexamination of claimis)

8. A copy of every patent or pmted publication nlwd upon k submimd hmwitb includmg
S alsunulmut‘onrmm 1449

2 :.;- An Enduh hngum tumhﬁon otall necesssry and pertinent non-English langusge
L meuu or pumod wbhuum u hcludod.

10. v .- 'l‘he macb«! deuﬂed nquut iudndcs 8t lesst the following items:

a. A mument )denhfymg uch ubﬂantu! new question of patentability based on
prior patents and peinted publications. 37 CFR 1.510 (b) (1)

b An identification of every claim for which recxaminstion is. requested, and @ - . - . .
demkduphmtiono“bemmcymdmmoh !yinzthedtadpﬂor atto .. ..
every elaim for which reexamination is requested. 37 CFR 1.510 (b) (2)

1. O A proposed atiéndment is included (only where the patent owriet is the Toquestes).
3?7 CFR 1.510 (e}
12. BB e It is certified that & copy of this request (if filed by other than the petent cwnes) hes

been served In Hs entirety ou the patent owner g provided In 37 CFR 1.33 (¢).
The name snd eddress of the pesty served end the date of servies ave:

—edf0 Jefferson Davis Hichuay
_Arlinunn.._\ﬂ.zm

iy

of Servies: Julvy 317, 1983 } or
D b Aduwuumkmmmmmmm

18. [ The requester’s eorrespondence address (if different from Numbee 2 ebove):
wnentSOHD_DOG

et GEIOE G, SLERESE
—Hew York, Hew York 10001
Authorized Slgnature
’ 3 Putent Ownse
1 Third Pesty Requestes
D Attorney or Agent foe Patent Ownee

Attorey os Agent for Requester
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: (@ +30: a0l 7 CPR'1.010 Lo tguoaucot
Brdl Muum unbat. AMM.MA ubick. issued on July 7..1977 e
iph Smich. This uuut {t still enforesable.

miutton u toqustcd a!.' euiu i-3 of the s-ith tut 'm view ef
the eeclier United fcates patent document number $94,225 to lotudgo
vhi:b is Msted oa attucm fnu m-uu nna a! whteh a cupy £t

enc esed.

uuuinulcn ie also uqueucd of elaim ¢ af the suith paunt ‘in view of
the earlier Swiss patent document 60,555 co. lnzapp 4n view.of the
disclosure in “Amezicen. fachinist® magezine, October 16, 1950 issue, on
page 169. An English tzanslation of. .the Gecman. langbage Swiss document
3; euclc:«l ‘ Copies of. the loteopp and “imericen Machinist® documents aze
&lgo enc on o

cuns $-3 ¢f the ﬁnith patent ue eonswercd te be funy anticipned
undez 35 u.s.c. ‘iflpg‘by Lhe P i 113 i ‘dotument 144 iaq
Claim 3 of the Smith patent, Which is Sore Spec: fis 1 and 2
in all featuzes, is set forth below with an explanation as to how the
priot art patent ¢ ent to Berridge meets all ‘the. ucxted fcatuus.

Sach. elaim 3s. .

®In & cutting and ceimping tosl® - 4{bergidge page 1. limes 16-13
; states his invention g
- “an isproved tool fog erimping
- metaly which in-its preferced
forn of embodiment is ceabined
- with & cutting-tosl er sheara,
fonllix;g theuuth a cmbimtion-
T m @

“the conbination vith the entting-' o ’(olmnts 4 ana 5 tn utxidge)
blades® < o

“and theig pivotcd haad.les' (clmnn 1 md F in Berridge)

2200-12
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ht. Io. 4.444 .“4

cxam e ozmm zuds 23 _quoted below .

) "“';n"i"'éﬁtgiw“’im ‘g‘er'ilpinq“twt;' (m pﬁar et siviss pa

i *-‘MT:L\,H

6 Wﬂ .in: 6 pe
'amt Cecmnt are nttm«l

- ﬂn au l:‘.
\Mumc at én angle im the

" BUNE Gtnat e8 shoun 16
draving ttuus o; m th
-~ petented

'm c:lqin dua formed on.. S (the. dieB 6. aml ? umm!
the muag neu of seid bosses® of Bezeidge have mum
; éie-facen 12 enld 13 (pm 1. :
A # 1 B X R (- pertoulng eﬂnpiug
ggu;:uem (m! 9 nnn, 10 -

cnx- é ct the Slith patent is coneiéered to be unpntengab q_»umt 35

T 0.8.€. 163 In view of the pricé art Suies patént document to Notopp Im
view of the prior ert megoetine publication on mc 16’ 2 the o:tobez u. :

'nsn i!‘ﬂt’of m:iem Hechiniae- muzm.

) decument te Hotopp @iselobe:
e e b e b e b St o it "G"t“i” jm "“‘“lm

o and dies °b® and “¢®
_.be used for e

'the eeubimtxon of e pur of (elmuts “g® M "i"

'*'ptvoua uudxu' : St '-‘ptior ut ﬂoemnt te: uotm)
. ®with cucting jnws at one_end . . . (The ptior K119 docmnt e
and crimping dies on- eho oppostu:~ Hotopp discloses cutting jaws
udc ot m pivoe. SRR (7-3.17. " . W% P \um ll -8nd. crinping. .
e - dles *B® ong .the, ogposige
' gide of: pivot Tom tha eutting;
"'jan.)“ ;

“and - tounded prongs projecting - - (Iounded prom: ln not
from $8id cut.r.ing jws"

speciticauy disclosed by llotopp
but aze shown to be old in the:
art by the illusteation in
“americen Hachinizst® magaszine

- under the title “bouble-Purpose -
Pliers Don't Breek Insulation®:

.%o provide the cutting jewe of
Kotopp with counded prongs &8 :
shoun in the 'mueag mehlnist'

L LOWTEE ST e od .

ing
-ozdinacy - snnrm ‘the &tt at the
time the imnuan was " mde.) ‘

The peier szt documents ceferred ¢o sbove were not of receed in the file
ef the Smieh patent. Since the claime in the Smith patent ere not

alioveble cver these prior art documents, & substantial new guestica ef
patenteblility is raised. Furthesz, these perior art documents ace eleser
to the subject matter of Smith then any prior are vhich was eited ducing

the prosecution of the fmith patent.

o .
Attorney for requestex

2200-13




‘ BRELBES, 5
Form: PT0-1440

(aev, g-00) el
nuag Gwner = -, ; \
_Joseph Smith
W

tesue Dete

*Rubuimgn
wivan

v RESRGERA TR

- FOREION PATENT DOCUMENTS - A
TRAESLATION

CouuTRY €LASE [ SUBCLABS | T oL AN
VES | HO

OTHER DOCUMENTS (nchuimg Avther, Titte, Dete, Portinant Pages, Etc.)

"Amezica.n Wﬁaéh?i:nisft::"ffmgazine, October 16, 1950 issue, page

169 (copj located in class 72, subclags 409)

Enamngn BATE CONSIDERED

BRAMIHER: (niciel 00 cltation cansidesed, whether v aet gltatise is o confermence @ith UPEP 600; Brw lino duesgh eltation U ot
o conlormence end aet gonsidoved. lnsleds copy of this lovm with nest conmunication o epplieant.
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mm mmt mmm@umww-
: mmﬁmmmmetofdﬁs

ed; arefund ofSlzmmmaccordanoe wnth 37 CFR
;126(c)wﬂibemadetotheldentx&dr uester
: Azstatedm37CFR!.510(c)and(d)
(c)lfﬁemque&doummhdethefeeform:eexm
uuono:alloﬂhemmwedbymh(b)onhkmon,
thepmoumuﬁedurwgreeummamwﬂlbewmuﬁed
mdmmanoppormmtywcompletetherequatwnhmaspemﬁed
mlfthefeefotreqmgreexmmauonhmbeenpudbmthe
" defect in the reguest i not corrected within the specified timé, the
,determumwhethamnottommtereemmnonwﬂlbe

muuonhunotbempnd,nodetermmauonwmbemademdthe
mqmmllbephcedmthepmmtﬁlcuncmumxﬁtmpha
with the requirements of § 1.501(a).
(d)'l'heﬁlmgdateoftherequectu (1) the date on which the
fegieat ‘the entire-fee' for’ requenting réexaimination is-re-
cavedmthel’ntcntdendkaﬂice;or(Z)thedneoawh:ch
the!&upomonoftbefeeforrequuungreeummuonumved
-Where the entire 5150000 fee is not paid, the re-
gpest, if otherwise proper, should be treated as a cita-
twnofpnorartundcr§1501

2216 Substantial New Qlesﬂon of Patentability

37 CFR 1.510(b)(1) requires that the request include
“g statement pointing out each substantial new ques-
tion of patentability based on prior patents and print-
edpubﬁcatiom”Umder 35 U.S.C. 304 the Office must
determine whether “a substantial new question of pat-
entability” affecting any claim of the patent has been
raised. If such a new question is found, an order for
reexamination of the patent is issued. It is therefore
clear that it is extremely important that the request
cleasly set forth in detail exactly what the requester
congiders the “substantial new question of patentabil-
ity” to be in view of prior patents and printed publi-
cations. The request should point out how any ques-

umthmebaedonpﬁorwent!wpm‘“”’“b““‘

tions, such es 'on public use, on sale, or fraud should

notbemcludedmthereqnestandw:llnotbecons&d
eredbytheemmmenfmcluded
Affidavits ‘or declarations which explam the con-

tents of pemnent ‘dites of | prior patents or prmted
: publlcmons in more detail may be cons:dered in reex-

ammat:on See §2258

2217 . Statement Applyisg Prior Art

. The third sentence of 35 U.S.C. 302 indicatés that

: -.«the ‘reqnestmnstsetfoﬂhtheperﬂnencyandmmm
-of ‘applying cited prior art'to every claim for which
‘ feexamination’ is -requesed.” :37 CFR - 1:510(b)(2) re-
r:qunres that :the: request inclo
every: ‘chaim for which: reeummatmn i requated ‘and
& detﬂedexphmtwnof!he pértin
-of ‘applying *the cited prior" ‘art 0 every’ claim" for

"“An identification of

ency and mannér

which reexamination*'is requested” If ‘the reqmt s
filed by the patenit ownef, the request for reexamina-
tion may aliso pomt out how clmms dlstmgmsh over

cntedpnm'an

The prior art app!xed may only consist ‘of j prior pat~
eats or printed pubheatxons. ‘Substantial new questions

of patentability may be’ based upon the followmg por~
‘tions of 35US.C 102:

“(n) patanted or ducribed ina pnnted pubhcmon in tlns ora

'forclgn conntry before the invention thereof by the appl:cant for

patent, or™

“(b)themvmonwupnmtedmdacnbedmnpmtedpubm
tion in this or a foreign country . morethanoneyearpnorm
the date of the application forpatentm!hcvmted States, or”

€ & . & B & -

“(d)themventmnwuﬁntpmmedormmedwbepamnwd,or
was the subject of an inventor’s certificate,. by the applicant or his
legal representatives or assigns in a fofeign country prior to the
date of the application for patent in this country on an application
for patent or inventor’s certificate filed more than twelve months
before the filing of the application in the United States, o

“(e)themvenuonwademi:edmapnentgnntedonmapplr

cation for patent by enother. filed in the United States before the
invention thereof by the applicant for patent, or on an international
applicetion by another who has fulfilled the requirements of para-
graphs (l), (2), and (4) of section 371(c) of this title before the in-
veation bythetpplmformt.or"

® LJ © © ]

Similarly, substantial new questions of patentability
may also be made under 35 U.S.C. 103 which are
based on the above indicated portions of section 102.

In addition to the above quoted paragraphs of
§ 102, where two patented inventions have common
assignees snd different inventive entities, the prior in-
vention of another disclosed in one of the patents
could be avsilable under 35 U.S.C. 103 as prior art by

2200-15
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17, uswg WB.CCPA 193

of other pnor pnntéd pubhcauon to claum on such

The statement applying the pnor art may, where
appropmte,pomtmztthatchlmsmtbepucntfor

whoueﬁlmgdﬂencixmed.l?orexample,m.’os
U.8.C.. 120, utheeﬁ'echvedateofthech:mwoﬂdbe
; ﬁlmg ' the applicstion: which resulied in the
. patent. ’I'hcrefore, mtervmmg patents or printed. pub-
lications. are .available. as. prior.art under In: re. -Rus-
.centa, 118 USPQ 101 (CCPA 1958)..

- Double patenting. is normally proper for coMen
uon in reexamination.. ...

Admissions by the patent owner as to matta:s af-
fecting pstentability. may. be utilized in a reexamins-
uonproceedmg,see37CFR L 106(c). -

. The mere citation of new patents. or. prmted pubh
cations without an explanation does not comply with
37 CFR 1.510(b)(2). An explanation of how the cited
patents or printed publications are applled to . all
claims which the requester considers to merit reexam-
ination should be presented. This not only sets forth
the requester’s position to the Ofﬁce, but also to the
patent owner. ~

Affidavits or declarations which explain the con-
tents or pertinent dates of prior patenis or printed
mmoredetailmaybeconmderedmreex

ammatwnSee§2258 _
2218 Copies of Prior Art
Itlsrequlredthatacopyofmhpatentorptmted
publication relied upon or referred to in the request
be filed with the request (37 CFR 1.510(b)X3)). If any
of the documents are not in the English language, an
English language translation of all necessary and per-
tinent parts is also required. An English language
summary or abstract of a non-English language docu-
ment is usually not sufficient.
Itua!sohclpﬁdtomclwdccoplesofthepmm
considered during earlier prosecution of the petent for
which reexamination is requested. The presence of
both the old and the new prior art allows a compari-
son to be made to determine whether & substantial
new question of patentability is indeed present. Copies
of parent applications should also be submitted if the
perent spplication relates to the alleged substantial

mm.mmr

Mmm;mwlnln ‘¢ Ruvetss, 255 P2
667, 118 USPQ 101 (CCPA mmw ujum ~

where support jn. the ication

2219 Copy of Printed Patent .

'l‘her:ndTndemurkGfﬁcemnprepnrea
file wrapper, for each reexamination request

geparate
-which will become. part of the petent file. Since in

some instances, it may not be possible to obtsin the
file prompily and in order to ‘@ format

patent
which can be amended and used for printing, request-

emarereqmredunder!lsw(b)«)wmcmdeawpy
of the  entire - specification (including = claimes) -and
dnwmpofthepatentforwh:chreexmimﬁonure—
quested in the form of & cut-up ‘copy of the ori
printed patent with only a single column of the patent
securelymom:edorreproduced“*pmnentfom

onone side of a' sheet of paper_;;A;copy ofany dls-

, Ifthetequesterlsapersonotherthanthepntent
owner.theownerofthepatentmmbesewed\wtha
yoftherequestmnsenmety The serviceé should

be made to the co! address 2s indicated in
37 CFR 1.33(c). The name aind address of the person
servedandtheceruﬁcateofservxceshouldbemdxcat-

‘ed on the request..

Themostmcentaddressofthemormyorlgeutof

‘fecord can be determined by checking the Office’s

register of patent attorneys and agents maintained by
the Office of the Solicitor pursuant to 37 CFR 1341
and 1.347.

221 Amdnem Inelmned m Requeat by Patent
Owaer

Under 37 CFR 1. Slﬂ(e)a patent owner may mclude
aproposedamendmenththhmorhcrrequest,lfhe
or she so desires. Any such amendment must be in gc-
cordance with § 1. 121(0 See §2250. Amendments
mavalsobeproposedbypawntowmdmgthe
actual ex parte reexamination prosecution (§ 1.550(b)).

The request should be decided on the wording of
the claims without the amendments. The decision on
the request will be made on the basis of the patent
clmmsasthoughtheamcndmemhadnotbeenpm-
sented. However, if the request for recxamination is
granted, the ex parte reexamination prosecution
should be on the basis of the claims as amended.

2222 Address of Patent Qwner

37 CFR 133, Wa«mﬁummm
amination proceedings, and M‘im ,

[ J © [ L2 L4
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CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

:
il

fi

:

i

¥

:

37 CFR 1.3¥(c) indicates which correspondence ad-
dreds is to be normally used to direct ;
to'the patent owner. In most instances this will be the
address of the first named, most recent attorney or
agent in'the patent file at his or her current address. If
guch an attomeyoragent does ot ‘desire :to réceive
correspondence relating ‘to- reexaminations, -8 with-
drawal “of ‘power of ‘sittorney ‘should be filed in the
patent. Ifthepatentawncrdmresthstadiﬁm at-
torney: of ageat receive corréipondence; theli a new
power of attorney ‘must be filed.: Correspondence: will
continue to be sent: to the attorney or agent of record
in: the: patent-file absent a revocation of the same by
the patent owner. :If  the attorney or agent of record
specifies” & correspondence address to- which -corre-
spondence is to ‘be directed, such’ direction should be
followed.: However, since s change in the correspond-
ence address does not withdraw a power of attoriiey,
a change of the correspondence address by the patent
owner does not prevent the ‘correspondence from
being directed to the attorney or agent of record in
the patent file under 37 CFR 1.33(c).

A form for changing correspondence address or
power of atforney is set forth below. Such forms
should be addressed to the Commissioner of Patents
and Trademarks, Box Patent Address Change, Wash-
ington, D.C. 20231.

Cuance oF Pom OF ATTORNEY OK Conasrormmca Anmw
w U.S. PATENT

Commmnoneroﬂ’ueuumd'l‘mdemks
Box: Patent Address Change
Wuhmgtml)c ‘2231
To the Commissioses of Patents and Trademarks:
In United States petent number graated
e (U8 firet inventos)
please make the following change: .
0 1. Change the address of the atiorney(s) of record to:

to

(&} zcmtbmapomwdwdthcmmowwm.:

3. Addapowerofummeywmduddteumyfmmmc-
spoadence o the first named persoa below

mlhmmpﬁmmﬂmuhm
0%, “ o ne AT,
muudm-powdmmdddtuuymm
mponden«to e

wholhuebympohtmwdlbmheuhmm
and Trademark Office.
It is certified that the person whose signature sppears below bas
the suthority to make the reguested changes in the patent.

udbarized Ygnuture
DAttomey/Agent ch.No. N _
01 Patent Owner e
-*Reguires signature of patest owaer.

2223 Wiﬁdnwal M‘Pm.of Attomey [R-7]

(a)mmsmmhumm.mmdedfonhel’m
dendmxkOfﬁeemmbeaddreuedto“CommaofP&
' ks,

" (b) Letters and othcr comnaiiations. rehtmg to’ mtemuom! ap-
plications duriag the internationsl] stage and prior 10:the amigninent
%mmnmmummuymw“mx

(c) Reguests for reeummhon sbouid be addmonally mnknd
“Box Reexam.”

All requests for reexammmon malled to the Paxent
and Trademark Office should be additionally marked
“Box Reexam.” Such mail will not be opened by the
Correspondence and Mail Division but will be sorted
out immediately and processed by the Reexamination
Preprocessing  Unit.  Subsequent correspondence
should, however, be directed to the examining group
art unit indicated on the Office letters. Any correction
or change of correspondence address ‘for a United
States patent should be addressed to the Office at Box
“Patent Address Change.”

Letterssenttothel’atentandTrademarkOfﬁcere-
lating to a reexamination proceeding should identify
the proceeding by the number of the patent undergo-
ing reexamination, the reexamination request control
number assigned, examining group art unit, and the
name of the examiner. The cestificate of mailing prac-
tice (37 CFR 1.8) and “Express Mail” with certificate
(37CFR110)maybeuaedtoﬁleanypapermare-
examination proceeding.

Communicstions from the Patent and Trademark
Office to the patent owner will be directed to the first
named, most recent attorney or agent of record in the
patent file at the current address on the Office’s regis-
ter of patent attorneys and sgents or to the patemt

2200-17



owm’naddtunfnoattomeyoragentuoftecord
37CFR133(¢). L .

Amendments snd other papmrﬁled on behalf of
patent owners must be signed by ' ‘paiten

or the ‘aftorney or agent of record in_ the
pltentﬂle.ormyremteredattomeyoramwun
sz2:3 representative capncxty under §1.34(a). See

Doubiecouetpondencewnththepatemownersand
theattoraeyorugentnormaﬂywﬂlnmbeundemken
by the Office.

Where no correspondence addrm i othemse
specified, correspondence will be with the most
recent attorney or sgent made of record.

Note §2220 on cerstificate of service.

2228 Untimely Papers Filed Prior to Order

After filing of a request; no papers other than (1)
citations of. patents. or printed :publications under

§1. 501 10) anothcr complete request under § 1. 510; or
52282; stiould be " filed

papers

those nndcr §81.501 or lSlOor -§2282 filed ‘priof to
the decision on the request will be returned to the
sender by the group director without consideration. A
copyofmeletteraccompanymgtheretmnedpapers
will be made of record in the patent file. However, no
copyofthereturnedpaperswﬂlberetmnedbythe
Office. If the submission of the returned papers is ap-
propriate later in the proceedings, they will be accept-
ed by the Office at that time. See In re Amp Inc., 212
USPQ 826 (Comr. Pats., 1981); and In re Knight, 217
USPQ 294 (Comr. Pats., 1982). ‘ _

2226 Initiz) Processing of Requwt

The opening of all mail marked “Box Reexam’ and
all initial clerical processing of requests for reexamina-
tion will be performed by the Reexamination Prepro-
cessing Unit in the Otﬁce of ‘Patent and Trademark

2227 Incomplete Requests
37CFRISIO,Reqaeuforrecum1uuon

© If the requect does not include the fee for requesting reex-
amination or all of the parts required by parsgraph (b) of this sec-
m:hepmmduteqmngreemmuonwﬂlbeso
notified and given sa opportunity to complete the request within 8
speaﬁedmnthefeeforteqmmrmammmhubeenpmd
but the defect in the request is not cortected within the specified
time, the determination whether or not to institute reezsminstion
will be made on the regueest as it then exists. If the fee for request-
ing reevamination has wot been pald, no determinstion will be meade
eed the request will be placed in the patent file a8 & citation if it
complies with the requirements of §1.501(a).

(d) The filing date of the requést isi (1) the date on which the
request including the entire fee for seexammination is re-
ceived in the Putent end Trademark Office; or (2) the date on
whchdwhummofthelbefmteqmgmmhm-
ceived.

lftherequuedfeeundermw(c)mnotpudmﬁm,
the reguest is considered to be incomplete, §1.510(c),

‘mation:

: request is . fo have a “filing
under!lilO(d)mlywmmmfeeuM
Ifnofee,oronlyapomchoﬂhefeeismeived.
th’e ; ation Preég Unit' will notify the
requeﬂcrofthedefectandmethereqwmaw
fied time, normally 1 mouth, to complete the request.
A telephone call may-sleo be made to the requester
indicating the amount of the insufficient fee. If the re-
quest is not timely completed, any partial fee will be
returned and the. request will be treated as a citation
nnderﬁlSOl(a):f:teomplmthemthh. _

2228 Informal Requests

-+ If the fee under §1.20(c) has been paid, but the re-
uestdoesnot contain sll the clements called for by
§l 510(b), the: request..is:. «comsidered -to be: informal.
All -requests ‘which are- with : the -entire
feewiﬂbemlgnedaﬁhngdate&omwhnchthethree
month: period-for making & -decision- on .the request
wlllbeoompmed.Nouceofﬁlmgofallcompletere-
quests will be published in_ the: O_ﬂicml-zGazetteap-
pmnmtely#iweeksaﬂetﬂmg. ]

TbeReexammatwnPrqxoeemgUnmwnﬂzattempt
tonoufytherequesteroflnymfmmahtymthere-
quest in order to give the reguester time - to respond
before 8 decision -is made on:the reguest.. If the re-
quester does not respond :and correct: the informality,
the decision-on: the request: will be made on the infor-
ted. If the information . presented.does
not present “a substantial new question -of: patenmbﬂ
ity”, the request for reexamination will bedenied

2229 Nohce af Request in Official anette
37c1=nm Files open to the public -

< & ] ® ]

(c) All requests for reexamingtion for which the fee uader
§1.20(c) hes been paid, will be smnounced in the Official Gazette.
Any reexaminations st the initistive of the Commisgioner pursusnt
to§l$20willalsobemuouncedmthe0ﬁida16mm The ‘sn-
nouncement shell include at least the date of the reguest, if gny, the
reexaminstion request control number or the Commissioner initist-
ed order control number, patent numbes, title, class and subclass,
mmeofthe-venwr.nameofthepﬂentowwol‘rword,mdthe
examining group to which the reexaminstion is assigned.

(d) Al papers or copies theréof relating to a feczaminstion pro-
ceeding which have been entered of record in the patent or reex-
amination file are open to inspection by the genersl public, and
copies may be furnished upon paying the fee therefor.

Under 37 CFR 1.11(c), reexamination requests with
sufficient fees and any Commissioner initisted orders
made without a request will be announced in the Ofi-
cial Gazette. the Reexamination Preprocessing Unit
will complete a form with the information needed to
print the notice. The forms are forwarded at the end
of each week to the Office of Publications for printing
in the Official Gazette.

In addition, a record of requests filed will be locat-
ed in the Public Search Room and in the Reexaming-
tion Preprocessing Unit. Office personnel may use the
PALM System to determine if a request for reexami-
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‘- TheOfs
clad Gavitie wotioe will wih the notice section of

mumﬁMimmmm

] i Of
”"’mdwmincludctbcnameofany
along . with the other u«m m foﬂh m

reqm
§1.11¢c).
2230 MuﬁveNeﬁutoPMtOm
!nmmwitmynotbembletodeh\rer
mail to the patent owner because no current address
is available. If all efforts to correspond with the
patent owner fail; the reexamination proceeding will
proceed without the patent. owner. The publication in
the Official Gazette of the notice of the filing of a re-
quest or the ordering of reexamination at the initistive
oftheCommmwnerwﬂlmveasconstmcnvenouce
to the patent owner in such an instance.. : :

2231 ProewingofRequestCorrecﬁm .

y‘ £ 5 g N H
should be directed to the examining group where the
file is located. The group clerical personncl process
any timely. corrections and enter them m the file of
the reexamination. T

2232 Public Access -

-'The reexamination: folders wxll be stored ina sepa
raie central Jocation: in' the. patent examining group
unless bemg acted :upon'by. the examiner or-a commu-
nication is. bemg processed by the group clerical per-
sonnel. In view of the desire to conduct the reexami-
nation proceeding with special dispatch, the reexami-
nation folder may NOT be available to the public
when it is in the Reexamination Preprocessing Unit,
and when the examiner has started consideration of
some matter until an’action is mailed. However, all
areas should be as reasonable as pos31ble in allowing
access and copying of the ﬁle ‘At times other than
those identified above, the reexamination file will be
made available to members of the public 'vpon re-
quest. Inspection will be pernutted in the patent exam-
ining group. If a copy of the file is requested, it may
be ordered from the Customer Services Division or
the file wrapper may be hand carried by a member of
the group to the Record Room and left with a
member of the Record Room staff. The file will be
dispatched by using PALM transaction 1034-820. A
charge card will be stapled to the file identifying the
Reexamination Control Mumber, Art Unit Number,
Reexamination Clerk’s name and phone number.

A member of the Record Room staff should call
the reexamination clerk in the group when copying is
completed, and the file can then be retrieved by a
member of the group. The group should maintain a

mmd/mmpm Agc wﬂ!emﬁlewmp-
petthouldberestnctedonlywheuthemmneru
prepannganactwnmthereexammuonfolderwhxch
requn'es comxderatxon of, the pntcnt file. . ; ,

.. ‘for pickup. ofthe ﬁle o
‘Sale of Copies of Reexaminstion, Requests S
Copmes of reexamination -requests;: all . cited, ﬂefer-
\ file wrapper.and contents of the patent
ﬁle for .which. reexamination is requested are available
at the standard charge:per:page.-Orders for- .guch
copies must ;indicate. the ‘control number: assigned the
reexamination request. Orders should be. addressed to
the: Commissicner of Patents :and: Trademarks,” Wash-
mgton, D C 20231 Attenuon Customer Servnces Di-
vigion. - ;

To DETERMINE ON PALM IFA Rgsxamwmon RE-
_ QUEST' HAS_ BEEN Fm-:p pon A ler.n PATENT
NUMBER B

Assu.me Patent Number Is. 4104156
 —Clear PALM Terminal - .
. =Key In: 3110 And Press Send
. —When- Screen Fills: -
Enter: PAT NO 4104156 (In Famxly Name)
Press: TAB
Enter: $ (In Given Name)
Press: TAB
“Enter: Y
Press: SEND S
‘Any reexamination for the patent number will be
listed on the return screen.
‘There will be about a ten (10) day lag between
ﬁlmg and data entry. ,
2233 Processmg im Examining Group
Each examining group has designated at least one
docket clerk and one backup clerk to act as the
reexamination clerk and has assigned to that person
those clerical duties and responsibilities which gre
unique to reexamination. The regular docket clerks
will still perform their normal duties and responsibil-
ities in handling papers and records during the actual
reexamination process. The reexamination clerk hes
sole responsibility for clerical processing until such
time as the request is either granted or denied. If a re-
quest is granted, the responsibility for all docket ac-
tivities relating to ex parte examination is assigned to
the regular docket clerk. .
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heumfeuunderullﬂ. lmand H94(b) ;
fees are regu mmmm«m
iseue 'of the” eertiﬁclte. Any PW filed under
§81.182 6¢'1.183 e i to 4 re proooed-
mgrequirefees(S‘lCFRll'l(h)) o

Mmunc

Atramm:ttdformwnththerequeuer’saddreuwdl
be used to forward copies of Office actions to the re-
quester. Whenever an Office action is issued, & copy
of this form will be made and attached to & copy of
the Office action. The use of this form removes the
need to retype the requester’saddrmenchnmea
mailing is required. Whenthepatmtownertsthere-
quester, no such form is needed. -

The following steps should be' ‘taken when proeess-
mg reexashination requests in the examining' groups.

1.+ Report receipt of the reexamimstion file: in- the
gxwponthePALMtermmalandforwardtbeﬁleto
the group’s reexaminstion clerk. - -

2 Datestampthedateoftwenptmthegronpon

3€hargeﬁlewthesupetvuorypmryeummer
cfthegraupartumtmdncatedonthereenmmnon
ﬁleonthePALMtermmalandforwatdtheﬁletotbe

supervisory primagy examiner. . ; ..

-4. The super / primary. eummer ptomptly re-
views the subject matter of the patent in which
reexamination was requested and either transfers the
request file (which should rarely oecur) or assigns it
to a primary examiner. Thepmnnryexammer:sm—
formed and the request file is retarned to the group’s
reexamination clerk for entry of the exammer’s name
into PALM: =

5. Atabout6weeksaftertheﬁlmgoftherequeet,
the request file should be given to the examiner and
charged to him or her on PALM.

6. The primary examiner then drafis a declsxon on
the request and returns it to be typed on & “special”
basis, normally within 8 weeks afier the filing date of
the request.

7. The typed decision is forwarded to the pnmary
examiner for signature. Afier signing, the file is re-
turned to the group clerical unit for mailing and
PALM update, normally within 10 weeks after the
filing date of the request.

The initial reexamination files are tegular patent ap-
plication files which have orange tape applied to the
face. In the future the reexamination file wrappers
will be of an orange color for essy identification.

2234 Eutry of Amendments
37 CFR 1.12] Manner of Meking Amendmenss.

] ] ] L [
(ﬂPmpmdmndmmedmpuvaedmm-
aminstion proceedings must in the foem of a full copy
ofmmw(l)ﬂwthmwhkhkmmdedma)mhm

No

mdeelnel. Oqi-cnh m mmmw a-ym

mmermybewmmpm A

Ameadmemewﬁehconplywnh 37"! 1!21(0
ere entered in the reczamimation file: wrapper. An
mendmeatugivma?wlimmdude«gmtedby
consecutive letters of the alphabet (A, B, C, etc.).

Theemendmeutwnﬂbeentetedbydmwmgalme
in red ink through the clsim(s) or paragreph(s) cen-
celled or amended, and the substituted copy being in-
dicated by reference ‘letter. Claims ‘must not be re-
numberedmdthenumbetmgofmeclaxmswded
during reexamination must follow the number of the
highest numbered patent claim.. -

ALL amendments in re_exammatlon proceedmgs
must be presented in, the form of ¢ 2 full copy. of the

d and

(insertmns and deleuom) i-t_felatton to the currem
text of the patent under reexamination. ., .

- Examples of proper clum amendment format are as
follows. et

L. Patentclalm - R :
A ‘cutting means Imvmg a handle portion and &
blade portion.
2. Proper first amendment format: c :
A [cutiing means] knife lnvmg a bone handle por-
-tion and a notched blade portion: '
3. Proper second amendment format: '

A [cutting ‘means] knife havmg a. handle port!on

and a serrated blade porhon -

Note that the second amendment mcludes the
clmnges presented in the first amendment, i.e. [cuttxng
means] knife, as well as the changes presented i in the
second amendment, ie. serrated. However, the term
notched which was preaented in the first amendment
and replaced by the term serrated in the second
amendment and the term bone which was preaented in
tbeﬁrstamendmentanddeletedmthesecond amend-
ment are NOT shown in brackets, i.e. [notched] and
[bone].mthesecondamendment This is because the

terms [notched] and [bome] would not be changes
from the current patent text and therefore are mot
shown. In both the first and the second amendments,
the entire claim is presented with all the changes from
the current patent test.

Although amendments will be entered for purposes
of examination, the amendments are not legally effec-
tive until the certificate is issued.

See § 2250 for manner of making amendments- by
patent owner.

For entry of amendments in 2 merged pfoeeedmg
see §§ 2283 and 228S.
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(PALM) system is med to wpport the rmmoof

1.mammm”1ww—mmm
PMWAMmMmMM'

oa:resssminetion files. The user keys in:the retrieval

trannct:oncode(mz,mac)mereenmmma
series:: code - (90) and the  reexamination:: coatrol

number,, Almoatllldahduphyedforreexnmmhm-

ﬁleslmtheumememmszotregulupatemnppho

cations.. Two -changes .should ‘be noted. Intheﬁtu;~

named applicant: location (pormally upper left. corner,
abbreviation. APPL) the pateat number being recxam-

ined will appear for recxaminstion:files. For a patent:

undergoing reexamination the. number of the:proceed-
mgmbedetermmedontbe2953retnevalmem,

reéxamination file and patent ﬁle will_‘be kept togeth-_

er, from’ xmtml receipt. until the reexamination is as-
signed to an examiner for detetmmatxon Atthlspomt.

the patent file' will be charged to_the _examiner  as-

the reexamination file (use transaction 1036)
andmllbekeptmtheeummcr‘sroomunulthepro-'

ceeding is terminated. After the reexamination pro-
'has been terminated, the patent file should be

forwarded with the reexaminstion file to the Office of

Publications vis the sppropriste office. Publishing Di-

vision will forward the patent file and the reexamina-.
uonﬁlcﬁothekecomkoomaﬂerpnnungofﬂwcer-

tificate.

4. Repomng Evem‘s to PALM—The PALM system
is used to monitor major events that take place in
processing reexamination’ proceedings. Durmg initial
processing all major pre-ex perte examination events
are reported. Dunngtheexpmephasethemaﬂmgof
examiner’s actions are reported as well as ownei’s re-

sponses thereto. The group reexamination clerk is re-
opomib!eforrcpomngtheneevcnumgthebar
coderudet(BCR)tnimwdzm“thodemytube
(CRT) update screen display. The events that will be
reported are as follows:

Determinstion Mailed—Denial of request for reex-
aminstion.

Determination Mailed—Crant of reguest for reex-

eminstion.

CITATION OF FRIOR ART AND REEXAMINATION OF PATENTS

~andwh1chhavenotyetbeenrecewedmthegmup

-tipm:udomcerwelptdnte e
oftheleevenu,aswellsaddmomlevenm

repoﬂed by . the Reexamination - Preprocessing - Unit

mllbepementlyrecordedmddaphyedmthe

“Contents’” portion.of PALM.. lntddmon,mrep-
reaenmweoﬂhegeeventswﬂlalsobedwphyed.

-8.- Stotus :Report-=Various -weekly “tickler”. reports-
mbcmdforeachgmupgwentheevcntre-
porting discussed above:The  primary’ purpose:of
these computer ‘outputs: is tomnreﬂmreexmna
uousaxe.mfact,medthh“speaaldmwh :

groupsatthebegmnmgofeaebmeh'rhmrepo :
serve to indicate to:the groups whein certein deadlines’
are-spproeching. Each report is subdivided:by- gioup
mdlmsthereqnwumcontrolnnmbusequeme"l‘hei
follownngrepoﬂs have beentdentlﬂed '

'm‘ex;mm*a ac-

ing' has not bem oompleted

vides an “indicator of future workload-
: stitifying potential; problem stragglers. -
Reguests Not  Yet Assigned to an- Examiner—This
fEport serves to’ “highlight ‘those requests ‘which have
notbeenmgnedtoanexammerbythemweekm—
niversary of their ‘filing. Requests appesring on this
report should be located and docketed immediately.
Regtests IWucI: Should Be Taken Up for . Determma-
txon—'l'lus report hsts those reqmts which

tion has been mailed and' the six week anni e:ggryof
their filing is past. _Requcsts on_this report should be

pared—This report lists those requests which have
beenmgnedtoanexammerandmwhxchnodeter
mination has been mailed and the two moanth anniver-
sary of their filing is past. Determinations for requests
onthmreponshouldbemtheﬁnalstagesofprepm
tiom. .

¢Reguests ﬁr Which Determinations . Should Have
Been Mailed—This report lists those requests which
have been assigned to an examiner and in which no
determination has been mailed and the ten week anni-
versary of their filing is past. Determinations for re-
quests on this report should be mailed immediately.
qmumw!uchnodeﬁetmmmmhubeenmmledmd
the three month anniversary’ of theu- m:ng is pm
This report should slwaye be Zero.
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wpforimmeduteexpawe
 Overdue: Reguester Rw to " Starérments
report: lists those:'requests in ‘which ‘8> proper - owner
stateineént : 'was  received ‘and ‘no- requestes reply has’
been recéived-and ten weeks havé passed ‘since the fe-

ceipt of the owner response. Ttwserequesushouldbe

t&enupfor:mmedmeacuon.

- report
_ ﬂwsereqwtsmwhlch reexammhonhasbemm-f
k'demdandaﬁmtacﬁonhnnotbeenmmledandax_

sponse, a prevmus final acnop.

wnthout an owner re-

date of ﬁlmg

*Asterisk items’ requu'g mnnedmte actlon and fol-'

lowup, if appropriate. .

6. Historical Reportmg—-A variety ‘of historical re-
ports are possible gnven the event recording described
above. Thus such statistics as the number of requests
ﬁledmddetermnmnonsmademaspeclﬁedpenodor
number or kind of reexaminations in which an appeul
was filed can be made available.

2236 Animutofkmmﬁon :
Reexamination requests should normally be as-
signed to the art unit which examines the class and
subclass in which the patent (o be reexamined is clas-
sified as an original and to the primary examiner most
familiar with the claimed subject matter of the patent.

 *Overdu ‘..,OW’“?" RGSPO s This report llsts those.
' ' as. ‘an_ action rendered.

'whmhmunbemfuradshouldhevuymdl.the:

followmgpmcedmhwebeenuhbhhedformexw'

pedmomruommnofanymh
Notramfermmyme?A)shouldbe

uaedmteexmumhonntunﬁonﬂ. ‘pes

' questsmwhnchatmsferwdmedmwbehmdw-

nedmththepmmtﬁlebythempervnoryprimuy
examiner ‘to the exsminer of the

supervisory: primary
groupmunutowb:chatransfermdmed.uyeon-'
ﬂmtwhxchmnotberewlvedbythemmmpn-

B Profess:onalurﬁe-repomng' s varah i e
Reerammauon fees’ are W‘Qn full oostyreeovery

Report (P‘I‘O-Ml l) usmg the followmg Pro_pect
Codes:”

119050—-Usedtorcport trammg o N

119051—Used to report all activities rehted to 8. spe-
clﬁc reexamination proceedmg up until the time ex
parte prosecutlon is begun.

119052—Used. to report all actwntwa related toa spe-
cific reexamination proceedmg from the: time it is
taken up for first, ex. parte, action until the issuance
of a certificate takes place.

Examiners and SPE’s will use the above codes to
report their time for reexamination. activities on (he
Exammers Bi-Weekly Time Worksheet (PTO-690E)

by making sppropriste: entries in the Item .16 space.
Time reported using codes 119050 and 119051;. end.
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-m«ummammmmummm

wmmmu&m-mﬂdhhlnxc)

: mytniﬁmremnﬁmﬁonwnh

out & requeetbeiagﬁkdmdwithoutafeebeingpnid
nisai Jvmy_be ordered at my time

kmmﬂymadebythebeputy
er for Patents after a review of
] n thepﬂeu.ltmybemadcby
"onerofmumd‘l‘ndemuh, Deputy

of such Commissioner initisted orders is
:bevu‘yumﬂ.
Ofﬁceemployeebecomamofm unusual
fact situation in & patent which he or she considers to
clearly, warrant reexamination, 8 memorandum setting
fmmmmmmmemmm
prior art patents or peinted publications, should be
forwa;dedwtheDeputmetCommmionerfm
patentsthxoughthempewhorychﬂnofoommnd
Ifanordertoreenmmeutobemuod.thedociﬁoa
upreparedmdnsnedbythebemymmt(!om
missioner for Patents and the patent file is forwarded

Thedeclslon to order reexaminstion made in the
OlﬁceofthﬁneputyAumamCommmfwm-
ents is mot mailed by that Office. The Reexamination
Preprocessing . Unit, once the reexamination file has
been prepared and the Control Number assigned, will
mail the decision letter to the patent ownes. Prosecu-
tion will then proceed without further communication
with snyone but the owner.

If the Deputy Assistant Commissioner for Pstents
refuses to issue an order for reexamination, no record
of any consideration of the matter will be placed in
the patent file and the petent owner will not be noti-
fied.

The Commissioner will not normally consider re-
quwestoorder recxamination at the Commissioner's
initintive received from members of the public. If a
member of the public desires reexamination, & request
and fee should be filed in sccordance with § 1.510.

(c)AdmmmmbytheCommuouerpmmttom;
patentsbility

: (n)d&mﬁmthmmm@wqmof

hnbmriudwﬂlheMM

reguester WAY nektevnew:byapenmmtheComm-'
mms::anmmmdmmmwm
mmeo-plywnhillal(b) lfnopetmonwtnmelyﬁledonflh&
decision oo petition affirms that o substantial new question of pat-
Myhsbeenuhed.thedetermmﬁonduﬂbeﬁndmduon-~

i

Prior to makmg a determination on the request for
reexaminstion, the examiner must review the litigation
records maintained in the Law lerary 10 check if the
patent has been, or is, involved in - lmgauon The
“Search Notes” box on the reexamination file wrap-
per should be noted to indicate that the review was
conducted and the results thereof. A notation such as
“fitigation search, no records™ or “litigation search,
300 USPFQ 1 noted,” along with the date and examin-
er's name should be indicated. If the patent is or was
involved in litigation, and a paper referring to the
court has been filed, reference to the
peper by number should be made in the “Search
Notes” box as “litigation, see paper # 1C”. If a litiga-
tion recoeds search is already noted on the file, the
examiner need not repeat or update it.

If litigation has concluded or is taking place in the
patent on which & request for reexamination has been
filed, the request must be prompily brought to the at-
tention of the group director, who must approve the
decision on the request and any examiner’s action.

An sppropriste review of litigation records in the
Law Library includes checking the following sources:
(1) the card file of petent suits”; (2) the card
file of “decisions rendered” and (3) Sheperd’s United:
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ms;mm
filing date of @ request. See aleo § 2241, Such a
mination may be made with or without comideration
of other patents or printed publications in addition to
those cited in the request. No input from the patent
muwmwmmm
thepttentownerﬁledthemqueu

" Thie claims in effect it the time of the determination
wﬂlbethehmfordectdmgwhethuuwm
new . question - of - patentability has been raised.

1. 515(:)) Amendmems wlnch have been de
wnth ¢ if- by ;
: Uf,s reexammm proceed-

ity med’be"fcund fo grant an ‘order for reenmmauon

It must be noted, however, that-a decision to deny an
orderforreeummonmeqmvalenttoahoﬁmgthm
the patent claims are patentable over the cited prior
art.SeeiWtheretherehavebeenprmdecmons
relating to the patent. .
Ituonlyneoaarytoestabhshthatambstanml
new. question of. ps A
pntentclmmstoorderreexammatzon Inareexumna
tion, pormally all: patent. claims will be reexsmined.
However,whuetherehlsbeenapnorfedesﬂcourt
decison as.to some.clsims, see § 2242. The . decision
should discuss ALL patent claims in order, to.inform

the patent owner of the examiner’s position so that a

renpomeﬂletetomybemademthepamntowner’s

Thceummerﬁouldmdwatemofaraspoﬁbk,hu
or her initial position on all the issues identified in the
request or by the requester so that comment thereon
muyberecetvedmthepatentowner’ammmand
in the requester’s reply. However, the examiner
SHOUIDNOI‘rejeachmmtheordctformnm
ination.

Wheredoubtsexm,allthomshouldbermolved
in favor of grenting the request for reexamination.

Where 8 reexsminmetion is pending at the time a
;ewadrequeﬂforruxmmmatobedecﬂed.we

2283

of thres months - the

mm made. wwithin m&mum ot

ofa reqwt See 35 uwa,. Mn). s

‘M = ‘ i e * within

maftheﬂmcdateofdnmqum
tice 10 reczamine may be made at the initistive of the
Commissioner at any time during the period of en-
foccu‘bﬁgg'ofl patent. See3$ U.SC. 303(a)md37

2242 mmm |

\mlenitisclelrtothcmmmerthattheume“'
tionofpmubﬂityhualreudybeendemded,_ bya
federaleonrtorbytheomoeelﬂwrmthe ' ¥

A prior ert patent or printed 3
totheenminattonofachmofthcpatentwhere
there is a substantial likelihood that a reasonsble ex-
aminer would consider the prior art patent or printed
publication important in deciding whether or not the
claim is pateatable. Thus, in making the detérimination
on the request the examiner should consider the mate-
riality of the prior art pateats and/or printed publica-
tions and, if they are found to be material, should find
“a substantial new question of patestability” wiless
the same question of patentsbility hes elready been
decided as to the claim by a federal court or favor-
ably by the Office. For example, the same guestion of
patentsbility may have already beean decided by the
Office where the examiner finds the additional prior
art patents or printed publications are merely cumuls-
tive to similar prior art already fully comsidered by
the Office in a previous examination of the cleim.

For “a substantial new question of patentability” to
be present it is only necessery thet (1) the prior ast
patents and/or printed publications be material 1o the
examination of at least one claim emd (2) the same
question of patentability as to the claim hes not been
decided by the Office in & previous examination or by
the federal courts in & decision on the merits invélv-
ing the claim. It is not necessary thet o “prima facle”




" POLICY IN SPECIFIC SITUATIONS
! ,PnorFavombleDecuimbythe Patent and

Tradmrk ‘Office- on:'the” Same or Substantially
- Identical Prior Art*m-:Relaﬁon‘ to‘the Sm‘_Putem

s % g g, G e g argm 1, )

whchhasbeenakewdydecidedbyﬂlemﬁeeutoa
perticular. .claim would not. raise . ambsmmlnew
question of patentability” as to that clsim. -

2. PrerdverseDeclslonsbytheOﬁiceonthe
SameorSubstantnally Idennce! PmrArtm the
- Same Patent
Aprwtdecisiénudvemwthcpatenubahtyofa

clmmofaputen bytthfﬁceAweduponpmrm

quemom f patentability” is
pruent‘SuchanadvcrsedecmonbytbeOﬁcecould
arise from & reissue application which was sbandoned
after’ rejection’ ofthc claim and wrthout dxsclannmg

thepatentclum,

3 PthdvamApphmhmFinalDec;
sions by a Commissioner or the Board of Appesls
Based Upon Grounds Other Than Patents or Print-
ed Publications
Anyprmudvemeﬁnﬂdwmbyammmmm

er, or the Board of appeals, on an application seekin

tormtlumepatemonwlmhreemtwnu
requmedwxllbeoomdemdbytheemunerwhen
determining whether or not a “substantial new ques-
mofpnmmmy is present. To the extent that
such prior adverse final decision was based upoam
ymdtm&erthmmnuwmwdpubmumthe
prior adverse final decigion will not be comsidered in

dﬁrmed the rem of patent clum on m

. ,;PmrmorAdveneDmmthe
- Sene 'or | Substantislly: Ideatical Prior Petesnts or
Printed PubhammmOtherCuesnotlnvolvmg
. the Patent. .
Whnletheomoewouldoonaderdecmmmvo!v
mgmbatanmlly:deuwdpatenuorpnnwdpublm
tions in determining whether a “substantial new ques-
twnofp&tzntabihty"srmed,theweaghtwbemven

PO |
_Foremmple,lfthemehasusedthcnmeormb-

stantially xdenucalmal:_ to reject the same or simi-

the determination. Favorable décisionis on the same or
substantially identical prior-patents of printed publica-
tions in . othermwould beoonmdered, bm would
mtbecontrollma.

POLICY ‘WHERE' A FEDERAL COURT DECI-
- SION HAS BEEN: ISSUED ON THE PATENT

Ifafedemlcourtdecmonon the merits ofapatent
xsknowntotheeummcratthetlmcthedaermma
tion on the request for reexamination is made; the fol-
lowing guidelines will be followed by the éxaminer,
whetherornotthepetmwhoﬁledtherequ&was
a party to the litigation: ' -

(l)Nosubsunualncwquemonofpatentabduywﬂl
befoundbawdon(l)tbcsamepnotartwhmhwas
before the federal court; (2) prior art which is merely
cumulative to that which was before the court; and
(3) issues which were aetually resolved on the merits
bymeccurt. ,

(Z)Inmahngthedetcmnatwnthceummermll
compere the prior art and issues raised in the request
mththepnormbdmthefederalcmm:ndthe
issues resolved om the merits by the court, without
regard to either the finality of the court decision or
whether the cleims were held valid or invalid.

(3) Where the claims were all held invalid by a fed-
eral court decision for any reason 1o substantial new
question of petentability will be found.

(4) Where claims have been held valid by the fedes-
al court, reexaminstion will be ordered by the examin-
er if (1) additional prior art is relied on which is not
merely cumulative to thet before the court; (2) the ad-
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md(z)ﬂnmqmwnotmolvedbyﬂw
court in-its decision. SR

‘ (G)AHdetermmatlonsonreqm for reexumimuon
wbachtheexmnermkesaﬁetafedemleoundec:

K ipon
quest, and claims were held vabd by ‘the ‘court, con-
sideration will be given as to whether or:not the ‘addi-
tmnalpnotartmmerely'cumnlxuve If the. pnorarns

stantm! new quemon of pateﬂt&blht)' P
ALL CLAIMS INVAL!D ot

 Wheré'a federal conrt “decision has held all of the
claims in the pateiit’ t6 be mvaluf for any freason, no
subsmntialnewquestlon ‘of patentability will be found
bythePatentanthademarkOﬂ‘we even if material
additional prior art is presented in’ a request. Since a
federal court has already decided that the patent
claims are invalid, no reason isseen for using Office
resources to comnsider the matter further. The Office
will give full faith and credit to the court decision.

Reexamination should be denied as there iz no sub-

stantial new question of patentabxhty
: ONLY SOME Cuuns INVALID

Where a request for reexamination has been filed in
a patent in which a federal court decision has been
issued holding less than all of the claims invalid, only
those claims not held invalid will be considered to de-
termine if “a mlmmtml new question of petentabﬂuy"

is present,

2143 ChimCondduedhmm

thoseclaxmsforwhnch”"""""’ ination I, the
finding of “a substantial new question of patentabil-
ity” can be ‘based ‘upon s claim’ of ‘the ‘patent other
thnntheonesforwhwhreenmmmurequemd
Forexample, the request:might seck reexamination of
mcuhxchum,bmmeexmmmnmmsto

sidered e"' cOmmeﬁied upon when decxdmg 8 requeu.
2244 Prior “Art’ on Wm the Jeterminstion s
Baged - f

'l'he determmanon whether or not “a substantml
new questlon of patentability” is present can. be based
upon any prior art patents or printed pubhcattons.
Section 303(a) of the - statute and 37 CFR 1. 515(3) pm-
vr.de_that hede ination on a request W

upon in the requeat. The exammet‘“‘xs not “limited in
making the uetermmatxon to the patents and pnnted
publications relied upon in the request. The examiner
can find “a substantial new question of patentability”

based tipon the pnor art patents or printed publica-

tions relied upon in the request, a combination of the
prior art relied upon in the request and other priot art
found elsewhere, or based entirely on different patents
or printed publications. The primary source of patents
and printed publications used in making the determi-
nation are those relied upon in the request. However,
theexammercanalsoeonstderthepmrartofreoord
in the patent file from the earlier examination or a re-
examination and any pstents and printed publications
ofrecotdmthepatentﬁlefrmnmbmﬁmmdern
CFR 1.501 which are in ‘with 37 CFR
1.98 in making the determination. If the examiner be-
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mﬁuSeopmofmypnormdoeumenunmd—

ready supplied by or to the patent owner or requester,
if the request was made by a party other. than the ***

petent owner. If the patent owner filed the request,
_only 2 copies are required.
Acopyofthedecmonnsthenmmledtothere-
quester and the patent owner, along with any re-
qmredcopmofpnorartdocumcnts.'fheongmal
signed copy of the decision and a copy of amy prior
art enclosed is made of record in the reexamination

file.

The file is returned to the special storage area in’ -

the examining group. ’
2246 Decision Ordering Reexamination - .

35 US.C. 304. Reexamination order by Commissioner. [f ia ade-
& mads’ander 'the g of subic

Myaﬁecm;mycmmdammummm

pemd.mtleu

msm&m"‘mﬁedtoﬁm.wnthhxchhemyﬁeﬁ

statement oa such guestion, including any emendment to his patent
and new cleim or claims he may wish to propoee, for consideration
in the reexamination. If the patent owner files such 2 statement, be
wmdywﬂmeaﬂe;pyofnmmemwhohaw

person may file ead have considered in the reezamination & reply %o

mymmﬂodhytbepmmm m;«mmdyﬂ;

G godent crovnes 8 copy. of any.teply filed. .
37CF‘RI!23. OIderwmxamlnc. @1 ambmm“lmma-
tion of petestebility is found pussuant to §§ 1.515 or 1.520, the de-
termingtion will include en order for reexamination of the patent
for resclution of the question. If the order for recsamination resulf-
edfmapmnpummttoilsmc).themxmmﬁmwm«-
be coaducted by an exeminer other than the exsminer re-

Mhmmmwmmmmnslsm
(o) If the order for reeneminstion of the patent mailed to the
momumewdreuuprwidedform!l”(c)umm
to the Office the notice published in the Officidl Ge-

ead

kwrehedonbytheeuminenhouldbeciudonam-
© ' '893, wnless already listed on 8 form PTO-1449 by the
requester, and a copy of the reference supplied only

303(")0"&:»!@;"}
mmwmm-mmwmmdw; P

‘and expliiin-how: the prior ‘art'p

provisions of -séctiofi ‘302 ‘of this (ifle.
Within & period ‘of two mouths’ fiom 'the . date 'of servide, that .

undelivered,
sette eader § 1.13(c) will be comsidered (o be comstructive matice -
resnemination will proceed.

where it has not been proviously supplied to the
owner and reguester.

The decision granting the request is made on a de-
cision-form ‘and will remind the owner and requester
of the statutoty tifné periods that they have.in which

ito respond

The' wordmg of form paragraph 22.01 should be
used at the end of each decision letter.

NerumofPatcnmbilIly o

unmmonpmm “will be eonducted wnh apeculfdupctch'
(37 CFR lSSD(a)).Emuonofumemreenmmauonptm
are provided for i 37 CFR 1.550(c).

fI.?p(m determmahon tha} @ substantgql_ new. quemon
G pa

o0

sentence, and. :37-CFR §1. 520, thc -Commissioner
. issues an order to reexamine. The sistutory wording is

that:
[’l']hedeiermmum[thausubmnmlncquauonofpﬂenmbd

" ity’is raised] will include an’ordér for réexamination of the petent

forreaoluuon oftbequest«m [35 USC. ﬁ304 ﬁMsentence]

Ifthe- requat is. granted, the exammet must identify
at least one substantial new questmn of patentability
it or printed publl-
tion. The éxaminer should in-

‘questi
ble, his ‘or her initial position on

Liige 2 fa i,
all the issues identified in the reguest or by the re-

quester-(without , tejectmg .claims), so_that .comment
thereon’ may be received in the patent owner’s state-

_ ment and in the requester’s reply. The prior art relied

shouldbebstedbytheeunmeronaform

' PTO-892 if it is not already lmted on a form PTO-

1449 by the requester. -

Ifargummune presented as to gxoundsnotbased
on prior patents or printed publications, such as those
based on public use or sale, asbandonment under 35
US.C. 102(c) the examiner should note that such
grounds are improper for reexamination and are not
considered or commented uposn. See 37 CFR 1.552(c).

Copies of any pctents or. prmted ub relied
upon, which have not been previously supplied to the

owner and requester, should be included with the de-
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| sos000016  7/02/81 . . 4,444,488 .

William Dyre
2400 Jefferson Davis Highway
Azlington, Ve. 22222 :

(patent owner's correspondence address) |l D

,mmmmmmmmmm

Ghe uqmst ‘for ueu-imtion has ‘been
‘:tln tefezemo teliodr en. md the,,t

.ywm: -mz " .mxm
Emmmmumum

mmmmmm&mmz

Yo nmw. W'i Satamant s
TlD MOMIYS fron the dete herecf. 37 c.r.a. 1.530().

Por Beguester's Reply:
wmfmﬂt&mofaeMaofmptmtmr'oM ‘37 CP.R.1:836.

Motes: Ifﬂnpmmtmmfihnthlymmﬂc.r.&I.Siotb).muply
tmﬂnmﬁmtimw hmidnud 37 CF.R: 3.535. - -

: ‘n'npawa:mmtmlnit mnwm ﬂumdﬂnmwm
vmummmchm'mmmméumuammmm '
cartificate. ummmawtw,mwiummmm

z.Dmmwmu.

This decision is not sppeslable. 35 U.6.C. 303(c). Requester may sesk review by a petition to
the Comissioner within one month from the sailing date hareof. 37 CoFalle I.SI?M.M

In dus courss, & vefnd of §1200,00 will be medsl] mﬂ;wu@wmem
%ﬁ%,m to the reguester ‘wiless notified etinawise

% John Doe
12 Seemore Street
Hew York, New ¥York 10001

(zequester °s correspondence address)
2300-28




 f;A substantial new question of patentability affecting claina 1-4 of
"uUnited States patent number 4 444 444 to Snith is raised by the

M,request. o

d7ewhe;tgqnégtfjﬁdfé3¥é§f¥he ;edﬁéélet'ﬁgﬁsiak?ﬁhtﬁgt?éiﬁiisii-i"af}%,

It is agreed that the conside
raises a substantial new gquestion of patentability as to claims 1-3
of the Smith patent since the Berridge patent document is clearly

material to the examination of the claims of the sﬁith patent as

pointed out in the request.

The Swiss patent to Hotopp and the "American Machinist® prior art
éocumente do not raise a substantial new guestion of

patentability as to claim 4 of the Smith patent and are not material
because these prior art documents are considered to be substantial
eguivalents to the German patent number 7777 of Decgmber 25, 1917 ¢o
Hotopp and the "Popular Mechanics® magazine article of April 1, 1924
considered by the examiner during the initial prosecution of ‘the
application which resulted in the Smith patent. Claim 4 will,

however, be reexamined along with all the other claims in the Smith

patent. QJ&W

Peimary Examiner
Aet Unit 125
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- based solely on patients or printed publications.
g Iftheexmwwncluduthatnombmmlnew

theﬁdwhiouontheordersbouldbere-

amhuuonmdarenotcmmderedoreommted

-upon. See 37 CFR 1.552(c).

Aeopyofmydmnedrequestmdthedecm
thereon are made part of the official patent file.

If the denial of the request is not overturned by a
petition decigion, & refund of $1,200.00 will be made

. to the requester under §1.26(c) after the’ period for

Therequatforremmhonwﬂlbedemed:fg
substantisl néw question of pateniability is not found

pennonhasexwed-

1 Use From: Peiagraph 22.02° as thé imtroductory
pnmgraphmadecmondenymgreenmimtmn

2202 NoNcwMudMntabWty
Nowquneﬁmotpmmnumdbytbem

aetfoﬂbbdow

immofﬂlaﬁmclum(mﬁmzxmex- T
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iy mamwmmwmnmwmm - o amey.

| uriTep svaTes epanTmEnT OF mm
Mac end Trademerk Oflice

m COMMIGSIONER OF PATENTE AND TRADIMARKS
GO, L "!x g l ; B g cih

90/000016 7/0 49 4,444,488  osgagmy |

William Dyre .
2400 Jefferson Davis Bighway

Arlington, Va. 22222 .

(patent owner's correspondence address) ..”urs%“ll!ml o

OMCER GRNTDG/OBYING REUEST FOR REBMOTION ..GROUP 120

The reguest: for . rmaaimtion has been considered.. . Identif.icntion of the claims,.
the :efetences zelied on. and the ntionale suppo:ting the detemination is attached.

Attachwant(s)s Uno-m [ woaus [ other
QIOER:

. b Dmmmmmum
' mmmmnmasm:

For Patent Oumer's Statement:
D MONTHS from the date horeof. 37 C.P.R. 1.5300().

For Raguester’s Reply '
mmis hmﬂndnteofmimofmymmm'c sutmth ¥ C.P.R. 1.535.

ltmé ::mmmumtsmamymmmnc.r.& 1.5300:) wmly
. fpom the repussination veguester will be consideved.: 37 C.P.B. 1.535. !

. The petsnt ower sust submit, on a separate psper, the nsmes of the sttommeys or egunts

 (meximm of three) which the cwner desires to have printed on the remumdnstion
’_artiﬁcate ummmmw,mwin:pu:a\mmm

2, [x] e request for resamination is pmam.

This decicion is ot appeslsble. 35 U.6.C. 3035(c)l. Teguestar seek seviaw tion o
the Comissioner within one wmonth from the mailing dnu hareot. ﬁ'l CoFRe 1.51'.':{:) .M

In due course, & refund of §1200.00 will be sedelT ] chzck oello] by evedit w
%‘:tc%m © the vegweter %mw&m

John Doe
s .
. j2 Seemore Street

New York, Mew York 16001

(reguester ‘s correspondence address)
2200-31
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ity is raised by the o

Ko substantial* ew guéstion of

d prior art cited therein fb" thie reason: let forth b&lOW.

"The clains of the Snith patent for which reexamination is requested
ggdef‘nevthe bledes to be no longer than 4 inches and the tips of the;
h blades ‘to-be curved The claims of the Snith patent also define the-

”Mdres to be grooved to allou their vse for crimping operations.

The*prforfarthpitent to Berridge is not material to the examination

vthe"clarms of th‘”Smxthﬁpatent‘sifce ‘the essentiawf'”"“"'*‘“'”

above are not present 1n Vi :

) Z . ‘

An evaluation of the prior art patent document ‘to Berridge ‘as ‘outlined

the claims of the Smxth patent referred to

Berridge.

in the reguest does nct appear to meef'the terms of theWSmith'patent.

The cutting blades of Berridge are 1nd;cated as,gpﬁdug;at least c;x

inches long and the dies of Berr:dge have snooth. flat surfaces
used 'to flatten bent washers .: There is no suggestxon in Berridge
that the features claxmed by Snxth could be present therein nnd it

f'vould not be obvxous to a person of ordxnary“skill 1n the art to so

nodrfy the structure of Berridge.' ‘Since the Berridge prior art

patent does not disclose a number of the essential featuresz recited

in the SMrth patent to which the request £or reexanination is directed,
the Berridge patent ic not naterial to the patentability of the Smith
patent und no substantial new queution of patentability 13 caised in

view of the Berridge prior art patent ddcument, either taken alone

Mt &

M .Uult 125

or in combination with other known prior art documents.

2200-32



0 (c)mwmuekmhwbyqpmwmw
lioaeruader!llllwuhmonemmhoﬂhewhuduq@tm
cusminer’s determingtion refusing reexemination. Anyuchpm
mmtcomplywithillal(b) lfnopemoauhe!ymedcnl‘ﬂn

Pmcessmg af Petition under 37 CFR I 515(c)

Once the reguest for reexamination has been
denied, the reexamination file will be stored in the
group central files to await a petition. If no petition is
filed within one (1) month, the file is forwarded to the
Office of Finance for a: refund. If a petition is filed, it
is forwarded to the ofﬁce of the group dlrector for
dectsnon .

.. The: du'ectors revncw wnll be de novo. Each decl
sion .by.the. group dnrector wnll conclude wnth the
.:pmsraph _ 2 G

*“This. deqsm is 1 ﬁnal and..nontppealable. 37

CFR 1.515(c).~No- further communication: on ' this

matterwnllbeacknow!edged oreonndered. (o

‘be returned to- the supervisory *primary '
the art unit that will handle reexaniination for consmd
eratlon of reassignmenii to anotheér examiner. . -

Reass:gnment ‘will ‘be-the ‘genieral tule nnd only in
exceptional circumstances whete no ‘other examiiner is
available and capable to’ give ‘@ proper examisiation
will the case remain with the original examiner: If the
original determination  is: signed by the supervisory
primary examiner; the reexamination ordered ‘by the
director will be assigned to a primary examiner. =
- The requester may seek review of a denial of a re-
quest for reexamination: by petitioning ‘the Comsmis-
sioner under §§ 1.515(c) and 1.181 within one month
of the mailing date of the decision denying the re-
quest for reexamination. A request for an éxtension of
tke time period to file a petition from the denial of a
request for: reexamination can -only be entertained by
filing a petition under 37:CFR 1.183 with appropriate
fee to waive the time provisions of 37 CFR 1.515(c).
No petition may be filed requesting review of a deci-
sion granting a request for reexamination even if the
decision grants the request for reasons other than
those advanced by requester or as to claims other
than those for which reguester sought reexamination.
No right to review exists if reexamination is ordered
in such a case because all claims will be reexamined in
;iew of all prior art during the reexamination under

1.550.

After the time for petition has expired without a pe-
tition having been filed, or a petition has been filed
and the decision thereon affirms the denial of the re-
quest, a refund of $1200.00 of the $1500.00 fee for re-
questing reexamination will be made to the requester.
(35 U.S.C. 303(c) and 37 CFR 1.26(c)). Adecmonon
a petition is final and is not appealable. -

' (d)Ax;yp;oposédmmutotbcdmcnpuonmdm-m
be made in sccordance with § 1.121(f). No amendment may enlarge
thie: scope of the ‘claing of the’ patent of introduce dew matter. No

:mdmentornewchmmyhepropoudformrynneqmed

not be effective uatil thememmnoneemﬁutenm&

'Ihepatemowmerlnsnonghttoﬁleaﬂuement

:subsequent to the filing of the request but prior to-the

“Any such “prematuré state-

ment will not. wledged or considered by the

, .Oﬁice when makmg the declsuon on the reqmst. See

If reexammatwn is ordered the decision’ will set a

period of not .less than two months within which

period the patent owner may. file a statement and any
narrowing amendments to the patent claims. If neces-
sary, an_extension of time beyond. the two moaths

may be requested under §1.550(c) by the patent

owner. Such requests are decided by the group direc-
tors..

- Any | statement ﬁled must clearly pomt out why the
patent. claims are believed to the patentsble, coasider-

.ing the cited prior art patents or printed publications
_alone or in any reasonable combination. :
.- A copy. of the statement mustbescrvedonthere—

quester, if the request was not ﬁled by thc patent
owner.

- In the event the decision is made to reexammc, the
pstent statute (Section 304) provides that .the owner
will have a period, not less than two months (mini-
mum time), to file a statement directed to.the issue of
patentability. Since the two month period is the mini-
mum provided by statute, first extensions may be
granted up to one (1) month based upon good and
sufficient reasons. Further extensions should be grant-
ed only in the most extraordinary situstions e.g. death
or incapacitation of the representative or owner.

Lack of proof of service poses a problem especislly
where the patent owner fails to indicate that he or she
has served the requester in the statement subseguent
to the order for reexamination (37 CFR 1.530(c)). In
this situation, the Reexamination Clerk should imme-
distely contact the patent owner by telephone to see

2200-33



mudebytheputmtownermdmdnmmuwknowl-
edgement of peoof of service should ‘accompany
quester’s reply (37 CFR 1.248(b)(1)). If the two
month period for response under 37 CFR 1.530 has
exptredandrequesterhasnotbeensetved,thepateut
owner's statement is counsidered inappropriate (37
gmlzﬂ)mdmybedemedoomdeuuon see

2267. -

It should be noted that the period for response by
requester for a feply under. 37 CFR 1.535 is two
months from the owner’s service date and mot. iwo
months from- the date the patent: owner’s statement
wasrecexved in the Patent and Tradeinark Ofﬁce

.2250 Amendment by Patent Owner

(ﬂmmummmmmmmx
=amutnonpmeuedmpmmbeptuemedmtkefmmohfuncopy

underlmed.Oopluofthepﬁntechnmtfmmthepmtmyhe
used with any sdditions being indicated by carets and deleted mate-
rial being placed between brackets. Claims must not be renumbered
and the of the claims added for recxamination must
foﬂowthenumberofthchighe&tmbetedpﬂentchm ‘No
mmenhrgethcwopeofthecmathepﬂcnt No
new matter may be introduced into the pateat. - o

- Amendments' to ‘the patent may be’ ﬁled by the
patent owner. Such amendments, however, may not
enlarge the scope of the claims of the ‘patent or intro-
duce new matter. For handling of new matter see
§2270. Additional claims may also ‘be ‘added by
amendment without any fee. Any amendment pro-
posedwxllnormallybeentetedmdbeconstderedto
be euatered for purposes of prosecution ‘before the
Office, however, the amendments do not become ef-
fective in the patent until the certificate under 35
U.S.C. 307 is issued.

No amendment will be permitted where the certxﬁ-
cate issues after expiration of the patent. See §1.530
(d) and ()

Amendment Entry— Amcndments ‘which comply
with 37 CFR 1. 121(f) will be eatered in the reexami-
nation file wrapper. An amendment will be given a
Paper Number and be designated by consecutive let-
ters of the alphabet (A, B, C, etc.). The amendment
will be entered by drawing a line in red ink through
the claim(s) or paragraph(s) cancelled or amended,
and the substituted copy being indicated by reference
fetter.

ALL amendments in reeummatxon proceedings
must be presented in the form of a full copy of the
text of each claim whlchuamewedanduchpam
graph of the description which is amended.

(mwrmm and dehtiom) in re!atmn to the ‘current
textofthepatentmderreeummma
Wuofpmperchmamendmmtformatmas

lPuentchtm. Cn e

‘ Acuttingmeanshavmgahandleportwnmda
blade portion.

2. Properﬁrstamendmentt‘ormat ‘

A [cutting means] kane havmg a bone handle

portion and & notched blade portion. .

KX Propetsecoadamdmentformat o

A [cutting means] knife havmg a handle por-
' uonandanmtcdbhdepomon

Note that the ‘second amendment mcludcs ‘the
changes presented in the first amendment, i.¢: [cuttmg

‘means] knife, as well @s the chinges presented in the

second amendment, i.e. serrated. However, the: term

‘noichked . whnchwaspmtedmthe -firét amendment
-and -replaced by : the terin: Serrated in: ‘the ‘second
- amendment: and the term bonie: which was presented in
‘,theﬁrstamendmentanddeletedmthesecondamend
.ment are NOT. shown. in_brackets, i.e.. [notched] and
[bone], in the second amendment. This is because the

terms [notched]  and -[bone]: would not- be changes

from . the. current patent. text.and therefore are: not
shown. Inboththeﬁrstandthesecondamendmenm,

the entire claim is. pxmented with all the changes from
the current patent fext.. = -

- No renumbering of patent cla:ms is permmed

- Additional: claims added during reexamination must
follow -consecutively ‘the number of the highest num-
bered patent claim. If the patent expires during the ex
parie reexamination procedure and the patent claims
have been amiended, the Office will hold the amend-
ments as being impropeér and all subsequent reexami-
nation will be on the:basis of the unamended patent

-claims. This procedure is necessary: since no amend-

ments: will .be incorporated into the patent by cemﬁ-
cateaﬁertheexplratwnofﬂtepatent o

For entry ‘of amcndment m a merged proceedmg
see §§2283 and 2285. -

2250 01 Correctwn of Patent Drawin@

In the reexamination: proceeding the copy of the
patent drawings submitted pursuant to § 1.510(b)}4)
will be used for reexamination purposes provided no
change whatsoever is made to the drawings. If there
is to be ANY change in the drawings, a new sheet of
drawing for each sheet changed must be submitted.
The change may NOT be made on the original patent
drawings.

The new sheets of drawings must be submitted and
approved prior to forwarding the reexamination file

to the Office of Publications for issuance of the certif-
icate. The new sheets of drawmga should be entered
in the reexamination file.
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lfthepateutownerﬁlesamtementmaumely
migtgier,’ the s i given a period of 2 months
from the date of sérvice to reply. Since the statute
(Section 304) did not provide this 2s 8 minimum time
period; there will be no extensions of time granted.
The reply need not be limited to the issues raised in
the statement. The reply may include additional prior
art patents and printed publications and reise any issue
appropriate for reexamination. . -
Ifnostatementmﬁledbyﬂlepatemowner,no
replyns_ itted from the requester. :
A copy. of any reply. by. the requester must be
servedontbepatentowner

., The requester. is .not permitted to_ ﬁleany‘further

papers on behalf of the requester and there i
vent the rules. o gasel RILE
225% - Considention of Suteme-t md Reply

37CER1540Comdemmofmpom Thefuluretonmelyﬁk
mmthedocumenmwtfonhmi_lswormNﬂSmymh
subinissions

mtburbma‘tefusedeomm
ply y}herequesterpum-

10 § 1.530 and
antto!lSSSwiﬂbeeonuderedprmtoennnﬂauon

Although § 1.540 would appear to be dlscretxonary
in stating that late responses “may result in their being
refused consideration”, patent owners and requesters
canexpectoomxderatxontobercﬂxsedtfthestatcment
and/or reply is not timely filed. Section 1.540 restricts
the number and kind of submissions to be considered
prior to examination to those expréssly provided for
in §§ 1.530 and 1.535. Untimely submissions will ordi-
narily mot be considered. Untimely submissions, other
then untimely papers filed by the patent owner after
the period ‘set for respomse, will not be placed of
record in the reexamination file, but will be returned
to the sender.

Papers filed in which no proof’ of service is mcludo
ed and proof of service is required, may be denied
consideration. Where no proof of service is included,
inquiry should be made of the sender by the reexami-
nation clerk as to whether service was in fact made.
If no service was made the paper is placed in the re-
examination file but is not considered, see § 2267.

2253 Consideration by Examiner

Once reexamination is ordered, any submissions
properly filed and served in accordance with §§ 1.530
and 1.535 will be considered by the primary examiner
when preparing the first Office action. The examiner
will be guided in his or her consideration by the pro-
visions of § 1.121(f) with respect to any proposed
amendments by the patent owner to the description

‘ CITAMWM mmmmxmmormmm

end-clgims - and byn.sso(c)nmmm!
dwmer's statement. | If the reguester’s ' reply to the:
previously

‘ puentowuu'suuemtmmm

peresented; such insues will be treatéd by the examiner
mmﬂﬁuwﬁonwﬂmmilssz(c),nfmt
reexamination.

- within the scope of

Formofmwmm!nn

2254 CM“R«MM@

JJU&CMM#WM After the
timmes for filing tbe statement and veply provided for by section 304
of this title bave expired, reexaminstion will be conducted eccord-
ing to the procedures established for initial exemination vnder the
peovisions of sections 132 and 133 of this tite. In eny reczamination
proceeding under this chepter, the petent owmer will be permitted.
o peopose smy amendment to his pateat and s sew claim or claims
thereto, in_order io distinguish the invention as claimed from the
prior a5t citéd under the provisions of section 301 of this title, or in
respoist ' & deciitn sdverse to the patentalility of a ¢claim of a
pateat. No proposed amended or new claim enlasging the scope of
aclumofthepﬂentwdlbepermmedmsmnmmceed\

clumwpheetbemtmacondmouwketeﬂltkeclmxf
smended &3 proposed,. would be patentable. : .

(c)'l‘beumefotreplysetmpuagnph(b)oﬂhssecmnmnbe
extended only for sefficieni csuse, and for a ressonsble time speci-
fied. Any request for such extension must be filed on or before the
dayonwhxchmbythepnemownefudu.bmmnoeuewdl
the mere filing of the request effect any extemsion. .~ - -

(d)lftbepetemownert‘uhtoﬁleaumelymdwmrc-
sponse to any Office action, the reexamination will be
terminsted and the Commissioner will proceed to imsue a certificaté
under § 1.570 in accordance with the last action of the Office.

{e) The reexsmination requester will -be sent copies of Office ac-
tions issued duriag the reexaminstion proceeding. Amy document
ﬁkdbythepctentownetmmbeservedonmetequenetmthe
manner provided in' § 1.248. The document must reflect service or
tbedocumentmayberefuudcons:derauonbythe()lﬁee The
aiive ‘participation ‘of the vecxzmination tequester ends with the
rq;lypunumtoﬁlﬁs.mdnofuﬂhermbmmbehﬂfof

the reexamination requester will be acknowledged or considered.
Futther, nombmm:omonbehnlfofanythlrdpemeswiﬂbeac-'
knowledged or comsidered unless such-subsnissions sre (1) in sc-
cordance with § 1.510 or (2) entered in the patent file prior to the
date of the order to recxamine pursuant to § 1.525. Submissions by
third partics, filed after the date of the order to recusmine pursuant
to!lszs,mlmmeeuhereqmrememsofandwmumtedmw-
cordance with § 1.501(a).

Once reexaminastion is ordered and the times for
submitting any responses thereto have expired, no fur-
ther active participation by a reexaminstion requester
is allowed and no third party submissions will be ac-
knowledged or conmsidered unless they are in accord-
ance with § 1.510. The reexamination proceedings will
be ex parte because this was the intention of the legis-
lation. The patent owner cannot file papers on behalf
of the requester and thereby circumvent the intent of
the legislation and the rules. Ex parte proceedings
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in the patent ﬁle pnor to mmce ‘of an order for re-_
examination will be considered - by - the - examiner
during the reexamination. Reexamination will proceed
evenlftheordernsretumedmﬂehvered ‘The notice
under § 1.11(c) is constructive notice and ‘lack of re-
spomefromthepatentownerwillnmdelayreexamx

Thé pnmary souroe“ of pnor art wxll be the patents
and printed publications cited in the request.

“The exarhiner must also’ cmmdet paents and pnnt-

ed publications
—cited by a reexnmmauon reqnester under § l 510

—cited in patent owner’s statement under § 1.530 or .a'

;eqnester’s reply under § 1.535 if they comply with

1.98

—gited by patent owner under a duty of dlsclosure
(§ 1.555) in compliance with § i98 -

—discovered by the examiner ia searching

—of record in the patent file from earlier examination

—of record .in patent file from §1.501 submission
prior to date of an order if it complies with § 1.98
The reexamination file must indicate which prior

art patents and printed publmons the examiner has

considered during ex parte examination.

2257 Listing of Prior Art
Theenmuwrmustl:stonaforml’TO—S”,xfnot

already listed on a form PTO-1449, all prior patents

or printed publications which have been properly

1. cited by the reexamination requester in the request
under § 1.510,

2. cited by the patent owner in the statement under
§ 1.530 if the citation complies with § 1.98,

3. cited by the reexamination requester in the reply
under § 1.535 if the citation complies with § 1.98,
and

4. cited by the patent owner under the duty of disclo-
sure requirements of § 1.555 if the citation complies
with § 1.98.

. pa
may veoometotheenmm:m
theywmofrecordmthepamﬁhdnetoapm
art submission. under § 1.501 which was received
prior to, the date of the order, ;
Z.dxeywereofreeordmmepatentﬁlcarmﬂtof
earlier examination proceedings, or:
3. theywcredueovetedbymeenmmadurmga
‘prior art search.
In instances where the examiner cons:de:s but does
notwrshtocltedocumentsofrecordmthepatent

file, notations should be made in the reexamination

ﬁlemthemannersetforthm§7l705 nems BS Cl

37 CFR: 1552 Scope:of: reexamination :in_recxaminstion propeéd.
m(n)l‘atentclmmsm!lbereenmmedonthehmofpnmsor

(b)Amendedornewchmspraentzddunngareummﬂon
peocesding must not eolarge the scope. of the claims of the patent
mdwmbeenmnedonthehmsofpatentsorpmtedpnbbum
mdalsoforcomphancewnhthereqmrementsoBSUSC. llZand
the new matier probibition of 35 U.S.C..132,

(c)Quutmotherthnthmemdmtedmpangmphs(a)and(b)
of this section. ;
lfmchqwhonsaredueovereddunnga:eenmmnon
tbemwneeofmchquauomwmbenotedbytbeexmmmm
Office action; in which case the pateat owner may desire to consid-
atheadvubthtyofﬁhngameappbuﬂmtohnvemcbquu—
meonnderedandrmlved o

Rejections on prior art in reexammanon proceed-
ings may only be made on.the basis of prior patents
or printed publications. Prior art rejections may be
based upon the following portions of 35 U.S.C. 102:

“(g) . . . patented ordacribedmapnnted pnbhcauonmthlsor

fou'engn country, before tbe mvennon thereof by the apphm! for
patent, o :

“(b)themvenmwmpnemedordmn'bedmlprmdmﬂ)ha-

tiom in this or a foreign country . . . more than one year prior to
thedmoftheapphcauonfmpnentmthel!mtedsumor"

“(d) the invention was first patented or caused to be patented, or
was the subject of sn inventor's certificate, by the applicant or his
legal representatives or assigns in a foreign coumtry peior (o the
date of the application for patent in this country on sn application
for patent or inventor’s certificate filed more then twelve months
before the filing of the epplication in the Urited Sintes, or™

“fe) the invention wes described in a patent grented on ap appli-
cation for peteat by asother filed in the Upited Stales befose the
inveation thereof by the applicant for patent, or on sn internationsl
application by another who hes fulfilled the requirements of pera-
graphs (1), (2), and (4) of section 371(c) of this mlebdoretheia-
vemtion theseof by the epplicant for peteat™.
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hss. 177 USPQ 178, (CCPA, 1973). '
Rejectimwﬂlnotbebasedonmattersmherthm
patents or printed publications, such as public use or
sale, inventorshnp, § 101, fraud, etc. A rejection on
prior public use or sale, insufficiency of disclosure,

. ete. cannotbemndeeven:fltrehecuponapnor

patent or ‘printed publication. Prior patents or printed
ust’ be ;pphed untier an appropmte

pntent' 'apphcatxon whose" ﬁlmg date’
emple,' under 35 USC 120 1€

which “Festilfed in the patent.’ Intei-venmg patents or
printed publications are available as prior art mder In
mRascetta, lIS USPQ lOl (CCPA 1958) T

" Admissions by the patent owner as to matters af-
fectmg patentability may be utilized in a reexamina-
tion proceeding, 37 CFR 1.106(c).

Affidavits or declarations which explain the con-
tents or pertinent dates of prior patents or- printed
publmnons in more detail may be considered in reex-
amauon,butanyreject:onmustbebaseduponthe
prior patents or printed publications as explained by
the affidavits or declarations. The rejection in such
circumstances cannot be based on the sffidavits or
declarations as such, but must be based on the prior
patents or printed publications.

Original patent claims will be examined only on the
basis of prior art patents or printed publications ap-
plied under the appropriate parts of 35 U.S.C. 102 and
103. See § 2217.

Where some of the patent claims in a patent being
reesamined have been the subject of a prior Office or
court decision, see § 2242. Where other proceedings
involving the patent are copending with the reexami-
nation proceeding, see §§ 2282-2286. -

New clasims will be examined on the basis of prior
art patents or printed publications and for compliance
with 35 U.S.C. 112 including the new matter prohibi-
tions. Amended claims will be examined on the basis
of prior art pateats and printed publications and for
compliance with 35 U.S.C. 112, to the extent that the
smendatory matter raises an issue under 35 U.S.C.
112.

WL OB PATENTS

; ia0e
MMM%WMMGNW
edclnmu‘ewbeenmimedﬁor with 35

US.C. 112 ‘and -thet coasiderstion-of 35 US.C. 112
isgues should e limited to.the smendatory (ie., new
language) meiter. For -exsmple, ‘s claim - which is
emended or a new:claim which i presented contein-
ing & limitation not found in the originsl patent cleim
should be considered for complience under 35 U.8.C.
112 ony with respect to that limitation. To go further
would be imconsistent with the statute to the extent

- that 35 U.S.C. 112 issues would be raised as to matter

in the original patent claim. Thus, 8 term in a patent
claim which the examiner might deem to be too broad
cannotbecouswderedastoobroadmancwotamd-
clmmunlmtheamendatorymttermthcnewor
amended claim creates the issue.

Although a request for reexamination may not
spectfyaﬂchmsaspresenungasubstantwlnewques-
tion, each claim of the patent normally will be reex-
amined. The resulting - reexamination -certificate -will

: mdwatethemmsofallofthepatentclmmsandany

added patentsble claims. ~ - "
Rcstneummqmrementscannotbemademareex

‘amination proceeding. since no._statutory. basis exists
‘therefor,mdmnewormendedclumsenlargmgthe

scope of a cluim of the patent are permitted. -

There are matters ancillary to reexammatlon whlch
are necessary and :incident: to patentsbility which will
be coansidered. - Amendmeénts may be made 1o the spec-
ification to corréct, for example; an insdvertent failure
to claim foreign priority or the continuing status of
the patent relative to a parent application if such cor-
rection is mecessary to overcome ‘s reference applied
against a claitn of the patent. No renéwal of previous-
ly made claims for foreign priority under 35 U.S.C.
119 or contmmng status of the application under 35
U.S.C. 120, is necessary during reexamination. Cor-
rection of inventorship may also be made dunng reex-
amination.

Affidavits under 37 CFR 1.131 and 1.132 may be
utilized in a reexamination proceeding. Note, howev-
er, that an affidisvit under § 1.131 may not be used to
“swear back™ of a reference patent if the reference
patentmclmmgthesamemvenuonasthepatentun-
dergoing reexamination. In such a situation the patent
ownermy,zfappropmte,seektommethmnssuem
an interference proceeding via an sppropriate reissue
application if such a reissue application may be filed.

Patent claims not subject to reexamingtion because
of their prior adjudication by a coust should be identi-
fied.

All added claims will be examined.

Where grounds set forth in a prior Office or federal
court decision, which are not based om patents or
printed publications clearly raise questions as to the
claims, the examiner’s Office action should clearly
state that the claims have not been examined as to
thoaegroundsnotbuedonpatentsmpmwdpubhea
tions stated in the prior decision. See § 1.552(c). See
In re Knight, 217 USPQ 294 (Comr. Pats, 1982). All
claims under reexamination should, however, be rexs-
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memhmomaMmM

the pateént owaer: may desire to consider the ad-
vhmyamammmwmm
questions - considered ‘@nd - resolved. Such qw
could arise in e reexamiination requestér's § 1.5
morh:!lﬂSrenlybyﬁereqm Note
Fumgmphzzos '

zzw mmmsmqmm s .

humedthuuhmnmwm&empeofw
Mphubeenm&ed.[l].m“wﬂlmbem‘
& regkamination” proceeding. 37 CFR 1.552(c). While this issue is
mot within the scope of reexsiiiantivn, the petestee is advised that
fi-may be désireble to considier: Bling & relisue epplication provided
M&mmmmmmwbpuﬂ;a
Mymwmveorhvﬂid!mad ] |

Whuethereexmimtmmbuedonchmmam-
_ampateut,thmfactshouldbenotedmtheﬁm
Oﬁceacnononthem SeeForm ngmph
22.05

2205 RuxammBMmRmClams

hmoﬂbewnudetofmwemmm&emof
m.epuentnumberp]whchh:beenmuedonm.aﬂm-
@eutpmeeedmazmthhreexmmnbebuedmthem

2259 CollztemlEstouellnReeumimﬁoan»
ceedings

Sechom2242md2286relatetothe0ﬂicepohcy
controlling the determination on a request for reex-
aminstion end subsequent reexamination where there
has been a federal court decision on the merits s to
the patent for which rexamination is requested. Since
claims beld invelid by a federal court will be with-
dnwn&omcowdem:ndnotreemmmeddutmg
& reexamination proceeding, no rejection on the
gronndsofeoﬂateralenoppelwﬂlbeappropmtcm
reexsmination. _

2260 Office Actions
37 CFR 1.104 Nature of examination, examiner’s
action reads in part:
On teking &
e&er &lthomnghmdy themofmdshllmkea
wmmamwmmmmw&ew
Joct matier of the claimed invention. The exsminstion ehell be com-
plete with sespect both @ complisace of the . . . patent ender re-
mmmwmmmmwmm

indicated.
®) ... in the cme of & recxsminstion proceeding, both the
petest owner ead the requester, will be aotified of the canmines’s

mmmmmummwmw
alrudybwnmﬂedtoﬁleawmdm
mmmiftherethnotthemm.m
been permitted to reply thereto pursuant to § 1.535.
Thus, at this point, the issues should be sufficiently fo-
cused to ensble the examiner to make a definitive first
ex parte action on the merits which should clearly es-
tgblshﬂnmwhwhemthecweutbeeumer
and the patent owner insofer as the patent is con-
cémed.'lnmw "thc,factthatﬂnemnex’sﬁrst

pmt "

illG(b)willbestnctly enforced aﬁerfmaljectm
and that any amendments after final rejection must in-
clude aﬁowmgofgoodmdsufﬁuentrmomwhy
theyarenmrymdwerenotmlwtpmsen in
order to be considered. ThelanguageofFormPan-
graph szxsappmpmte for mclm:onmtheﬁmt
2208 MwhSumemewm

hmmmwmdmmmm
vits or declarstions, or other documents as evidence of
mmmummmwmmm
Submissions afler the seit Office sction, which is intended to be &
ﬁnlm.wﬂlhepvmdbythewdﬂmnlﬁ.
which will be eirictly eaforced.

2261 Special sum For Acﬁon
35 USC. 305, Mﬂdmmmm ,

appeal to the Board of Appeals, will be conducted with special dis-
petch. within the Office.

In view of the requirement for “specisl dispatch”
recxamination proceedings will be “special” through-
out their pendency in the Office. The exsminer's first
action on the merits should be within one
month of the filing date of the requester’s reply
(§ 535), or within one month of the filing date of the
patent owner’s statement (§ 1.530) if there is no re-
quester other than the patent owner. If no submissions
are made unmder either §§ 1.530 or 1.535 the first
action on the merits should be completed within one
month of any due date for such submission. Mailing of
the first action should occur within 6 weeks after the
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mmsmommmuam
ment of the examiner’s position and should be g0 com-
plete thntbemoadOﬂiceacMcnpmperlybe
made o finel action. Ses § 2271.

All Office ac "“’mtobewﬁmnordacmdand

then typed. The first Office action must be sufficiently

detiiled . that the pertivency end menser of epplying
thecatedpnorurttothechmskde&lywtfoﬂh
therein. If tie” examiner concludes in sny Office
acuonthatomormoreofthechxmuemuble
over the cited petents or printed the ex-

aminer should indicate why the clsim(g) is clearly pet-

~mublemaamer:iﬁ:ﬁartothatmedmmdm

; oughandoomMinmoftheMyof.w
ammonpmceedmgmdthepuentowner’sm

reasons for»sllowmce (igroz.u) If the record is

to file a continuation proceediag. ‘

Normally the title will sot need to be chmd
during reexaminstion. If & change of the title is neces-
sary, it should be done as early ss possible in the pros-

‘mﬁonsapmotuomeemwaueftb

claims are allowed and a Notice of Intent to Issue 2
Reezsmingtion Certificate has been or is to be mailed,
a change to the title of the invention by the examiner
mayoﬂybedonebywayofanl?.nmmeru\mend—

c!nnmauNOT‘ ]
Asampleofaﬁrst()ﬁceacuonofreexammmw

proceedings is set forth below:
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Réexam Cont. No. 90/000016 AILEOENAE AN spolege e

Claims 1-3 are not beihg reexamined in view of the decision in

A.B.C. Corp. v. Smith in 1978, published at 300 USPQ 1.

Claim ¢ and new claim 6 are rejected as being unpatentable over
Berridge in view of McGee under 35 U.8.C. 103. Berridge
discloses a cutting tool:similar-tonthat-claimcdnby,Smith, which
has pivotal handles with cutting blades and a pair of cutting .
dies with flat faces being mounted on and projecting at right
angles to the plane of the handles. McGee aleo discloses a
cutting tool having a pair of pivotal handles at one end and withéw
jaws at the opposite end, and a pair of dies with mating faces o
designed for crimping pro:ecting from the Jaws of the pliers.' io&i
provide the cutting tool of Berridge with dies for crimping as in:¥
McGee in place of the flat die surfaces would have been obvious
to a person having ordinary ‘skill ‘in the art.

Claiﬁ 5 avo;ds the prior patents and printed publications and is “
patenteble thereover. Claim 5 recites crimping dies in which the
grooves are aligned with the pivot axis of the handles. This

structure is not shown or taught in the prior art.
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neexmlf««mnt. Ho. 90/0"00016 BIOOOGLOP Lo

Newly added claim 6 also appears to involve a question of -
patentability based on the ground of prior public use raised
in the above cited final decision. This issue is not being
resolved in the Patent and Trademark Office in this reexami-
nation proceeding but may be resolved before the Offiée by
filing a reissue applicetion (37 €FR 1. 552 (c)). TELL L

'rhe Swiss patent to Hotoppi and' "American Machinest" magazine

article are made of record to show cutting tool devices o

similar to that claimed in the patent to Smith.

In order to ensure full consideration of any amendments,
affida\uts, or declarations, or other documents as evidence

of patentabzlity. such documents must be submitted in response
to thzs Office action. Submissions after the next Office
action, which is intended to be a. final action, will be

governed by the strict reguirements of 37 CFR 1.116, which

will be strictly enforced.

'Ub.gwwl‘

cc: Requester V. 0. Tuener
Primary Examinor

Ast Unit 129
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ST

it

.. OTHER REFERENCES {Including Author, Title, Date, Pertinent Pages, Etz.)

V. B. Turner 08/20/81

% 1] ' CATE . '

* 4 copy.of this reflerence is not being furnished with this office action.

{See Manusl of Petent Exemining Proceduce, section 707.06 (o).)
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UnA L | lislols|s|she-1018]  swrmzEREam®> - | oio fio

OTHER DOCUMENTE (Including Auther, Title; Date, Pertinent Pagee, 8te.)

& "American Hachinist-"-~inagaz-ine, October 16, 1950 issue, page
U 169 (copy located in class 72, subclass 409) o

EXanINER BATE CONBIDERED
[ .

fwcedl b

SERAMINER: (niniol 1f cltetlen conpiderad, whether o nes eliation (e in cenloraunce with WPEP 600; Beow lino dusugh clutien  ant
in conformance ead net considsred, he!o‘o copy d ¢hie loemn with anad mlu ¢ epplieant.
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Wh«eamﬂmmmmnﬂm
becsuse of v copending reissue & , and the re-
issue application is sbandoned, all sctions in the reex-
amination sfier the stay has been removed will set a
one moath shortened statwtory period unless a loager
p«iodfmmpomnchﬂywmmwdbyumreof
the examiner's action, see § 2285.

2264 MallingofOﬂleeAeﬂou

All forms will be structured so thatthepmxtercnn
be used. to print the identifying information for the re-
exazmnmon ﬁle'an'd,the owners name and addrws-—

reqmter’snamemdaddras All actions™ will
lm acourtesycopymaﬂedtotherequesterby
rpiiig” ¢ ster™ st the bottom’ of each action.
Atransmnttalformtsmedforeachreqmerand
ownermaddmontomeonenamedonthetopofthe
Ofﬁceact:on
Thetransm:ttalformmllbeusedasamasterto
makeawpytobeseﬂtw:ththe()fﬁceacnontothe

-gnd -any’ additional -owner.. The number of

transmittal - form(g) provide a ready reference for the
numberofcopmmbemadewnthmhactwnand
allowuseofthewmdowenvelop&s S
‘When the requester is the patent owner, the reex-
amination-clerk will indicate on the file wrapper: No
copies - needed-—Reguester is Owner. A transmittal
form could also be placed inside the file with a similar
notation to alert typists, the examiner, any anyone else
tsking part in the processing of the reexamination that
no sdditional copies.are needed.

2265 Extension of Thme

The provisions of 37 CFR 1.136 (a) and (b) are
NOT apphcable to reexamination proceedings under
any circumstances. Public Law 97-247 amended 35
US.C. 41 to suthorize the Commissioner to charge
fees for extensions of time to take action in an “sppli-
cation”. A reexamination ing does not involve
an apphcatmn” 37 CFR 1.136 authorizes extensions
of the time period only in sn application in which an
spplicant must respond or take action. There is nei-
ther an “application”, nor an “spplicant” involved in
a reexamination proceeding. Requests for an extension
of time in & reexamination proceeding will be consid-
ered only afier the decision to grant or deny reexami-
nstion is mailed. Any request filed before that deci-
gsion will be denied. The certificate of mailing (37
CFR 1.8) and “Express Mail” with certificate (37

%mmMMMmmhu-
tension of time to take further action which will be
Mgﬁlﬁzaﬁmm,, o0 a final

for extensions of time to file
ammmmwmnswmw
Mmmmtommm:m
tion proceeding must be filed under 37 CFR 1.550(c)
end will be decided by the group director of the
patent examining group conducting the reexamination
These requests for en extension of time

will be granted ouly for sufficient cause and must be
filed on or before the day on which action by the
patent owner is due. In no case will mere filing of a
requmextenmonofﬂmeautommﬂyeﬂ'ectmy
extension. Evaulstion of whether sufficient cause has
beenshownforanextenmonmwbemademthecon-

nation ptowedmg aust’ fully state’ the feasons there~
for. Allreqn&tsmustbesubmmedmaseparate paper
which will be forwarded to the group director for
, : ;m\extenaqnoftheumepenod
¥ the denial of a request for reex-
an mybe_entertamedbyﬁlmgapeuuon
183 with appropriate fee to waive
theﬁmepmmonsof”CFRlSlS(c) Since the re-
examination éxamination process is intended to be es-
sentially ex parte, thepmyrequesnngreexammatxon
can anticipate that requests for an extension of time to
ﬁleapeﬁhmunderS?CFRlSlS(c)mﬂbegranted
only in extraordinary situations. No extensions will be
permitted to the time for filing a reply under § 1.535
bythcreqmmmwewofthetwomanthstamtory
period.
, Exparteprosecuhonwﬂ]beeoﬁuctedbynmually
setting either a one or a two month shortened period
for response, see § 2263. The patent owner elso will
be given a two-month statutory period after the order
for reexamination to file a statement. 37 CFR
1.530(b). First requests for extensions of these statu-
tory time periods will be granted for sufficient cause,
and for a ressomsble time specified—ususlly one
month. The ressons stated in the reguest will be eval-
uated by the group director, and the reguests will be
favorably comsidered where there is e factusl account-
ing of reasonably diligent behavior by all those re-
spoasible for prepering a response within the statutory
time period. Second or subsequent requests for exten-
sions of time or requests for more than one month
will be granted only in extraordinary situstions. Any
request for am extension of time in & reezamination
proceeding to file & notice of appeel, a brief or reply
brief, & request for reconsiderstion or rehearing, or
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dﬂmtiﬂc).

ummdmtedpmwemmﬂmeﬂmmm

amination proceedings.
'l'heﬂlm‘:ofatxmelyﬁmmpometoaﬁmlrejec-
tion having a shortened statutory period for response
is construed as including a request to extend the
shortened statutory period for an edditions! month,
which will be granted even if previous extensions
have been granted, butmnoeasemaythepmodfm
meponsecxceedmmomhsﬁ'omthedateofﬂneﬁml
action. Even if previous extensions have been granted,
thepnmaryexammcrmauthonzedtogrmtthere-
quest for extcns:on;of 'trme whlch is lmphcnt in the
fa g ¥

Normally, exammers w:ll complete a raponse ‘to an
amcndm.ent, after final rejection within five days after
receipt thereof. In those rare situations where the ad-
vrsory?acnon cannotbemai!edmsniﬁclenttlmefoz
the patent owner to ‘considér the examinei’s pomlon
with respect to the proposed mponse before termina-
tion of the procudmg. the granting of additional time
to oomplete the response to the final rejection or to
take other appropmte action would be appropmte.
The ‘advisory action form (PTOL-303) states that
“THE PERIOD FOR RESPONSE IS EXTENDED
TO RUN——MONTHS FROM THE DATE OF
THE FINAL REJECTION.” The blank before
“MONTHS” should be filled in with an integer (4, S,
or 6); fractional months should not be indicated. In no
casecanthepenodforreplytothefmalrejecuonbe
extended to exceed six months from the mailing date
thereof.

EXTENSIONS OF TIME To SUBMIT AFFIDAVITS AFTER
Fmnal REIECTION

Frequently, patent owners request an extension of
time, stating as a reason therefor that more time is
needed in which to submit an affidavit. When such a
request is filed after final rejection, the granting of the
request for extension of time is without prejudice to
the right of the examiner to question why the effids-
vitisnowneceuarymdwhyitwasnoteaﬂierpm-
sented. If the patent owner’s showing is insufficient,
the examiner may deny entry of the affidavit, not-
withstanding the previous grant of an extension of
time to submit it. The grant of an extension of time in
these circumstances serves merely to keep the pro-

patent - : the opportunity to pres
mwmmwmmmm peag-
tionmmm My.cmﬁmmdw
action as reguired by 37-CFR 1.113. The admission of
the affidavit for purposes other than aliowsnce of the
claims, or the refusal to edmit the affidavit, snd eny
proceedings relative, thereto, shall not operate to save
the proceeding from termination.

Implicit in the above practice is the fact that affide-
vits submitted after final rejection are subject to the
same treatment @8 amendments submitted after final
rejection. In re Affidavie Filed After Final Rejection,
152 USPQ 292, 1966 C.D. 53.

2266 Responses : :
Ifthepatentownerfanlstoﬁleahmelyamdappro—
priate response to any Office action, the reexamina-
tion proceeding will be terminatéd and the Cominis-
s:onerwillproceedtotssueareexammmoncemﬁ-
cate. The certificate will normally issue indicating the

'statusofthechxmsasmdwatedmthelastOfﬁce

action. = .

The patent owmer may reqlmt recom:daanon o!'
theposmonmtedmthe()fﬁoeacmn,wuhormth-
out amendment to the claims. Any reguest for recon-
s:derauonmustbemwnungandmustdnunctlyand
specifically point out the supposed errors in the exam-
iner’s action. A general allegation . that the claims
define 2 peatentsble invention : without specifically
pointing cut bow the language of the claims patenta-
blydlstmgumhathemovertherefecenmmmad
equate and is not in compliance with §1.111(b). -

Affidavits under 37 CFR §§ 1.131 and 1.132 may be
utilized in a reexamination proceeding. Note, howev-
er, that an affidavit under § 1.131 may not be used to
“gwear back™ of a reference patent if the reference
patent is claiming the same invention as the patent un-
dergoing reexaminstion. In such a situation the patent
owner may, if appropriate, seek to raise this issue in
an interference proceeding via an appropriate reissue
application if such a reissue application may be filed.

The certificate of mailing procedures (37 CFR 1.8
and llO)maybeusedtoﬁleanypapermareexamx
nation proceeding.

2267 Handling of Insppropriste or Unhmely

The apphcable regulations (37 CFR 1.50i(a),
1.550(e) provide that certain types of correspondence
will not be considered or acknowledged unless timely
received. In every case, a decision is required as to
the type of paper and whether it is timely.

The return of insppropriste submissions comphes
with the regulations that ceriain papers will not be
considered and also reduces the amount of paper
which would ultimately have to be stored with the
patent file.
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cating signature and spproval of the group director.

Tyees op Parens Retvaren Wrrn Coumumonen on Guoup
. Dmpcron's Areroval Riguiesn

!Iloibyo'mr A. Premature Respoese by Qwner

1.5 Wh«ethemtomhmtbemqm.
§ 1.540 eny tespomse of tmendment filed by owner
N prior. 0. an order (o reexamine is premature
andw:!lberetumdmdwﬂlnotbeeoﬂd
ered.
Fllad by ~.A.NoSwFiledby0wm
§ 1.335 A.J!apuentwnerfmh:oﬁleamzwnhm
lmm.myrembymereqm.
§1.933 Any rapoueuheqmt . WO mmdu tmm
§1.540 . o1 - the dete of  dervice..of the patent owner’s
G smemem wnll :be. returned snd will not be
Tt 1C.Addmom!RespomebyRequater
§1.3550(e) - - "Tbelchvepcrﬁcnpmon “of ‘the reexsmination
- requestes:: ends. Wwith : the reply - pursuent - 1o
EEEI - :§.1.535,Any fusther submission on. behalf of
- requeuermllbe‘eﬂunedmdmllnotbe
- idered. ;
Filied by Third '-Unleuapnpersnbmuedbynthsrdpanym
‘Peaty . . only isues sppgopriste undsr § 1.501, or con-
£1.501 - gists solely of e prior decision oa the patent by
§ 1.563(s) another. forum, €.8., 2 court (see §§ 2207 2282

' Mnsﬁ).ltwmbereunnedwmzdenuﬁed
thlrdpurtyordenmyed lfthembmmer
unidentified. _

The “Recxaminstion File” and the “Patemt File” will remasin to-
getiner in central siorege ares prior.to & determination (o reexamine
but once an order to reexaming is mailed, the “Patent File” will be
wﬂmedmtbemgnedexmmeuroom ‘

MWDumToBELOCArmmm
. “REBXAMINATION FiLE”

FlulbyOwnr A. Unsigeed Papers
€133 Papenﬁledbyowncrwlwhuewgnedor
ugnedbylmthannlloflbeownen(no
attorney of record or acting in sepresentative
capacity).
B. No Proof of Service

§1.248 Pepere filed by the patent owaer in which no
proof of seevice on requester is included and
peoof of sesvice is requised, may be depied

C. Untimely Papers

§ 1.5300) Where owner hes filed & paper which iz untime-

§1.5400 by, that is, is waes filed ofier the pesiod set for
response, (he paper will not be considered.

A. Ungigoed Pepers
Filed by Papers filed by requester which ere unsigned
Requester will not be comidered. ‘

B. No Proof of Service

H’WS) WMWW&M&M&

¢33 - sarvice on ceer i lesluded sad where yrool
§1.248 whmuyumm

Coear PG g, e i

mwwmumwmmm
the other two Gles end st e locstion slected by the gicup director.
For ezample, the group direcior mey wamt (o locete the “Slocage
hxmmhmm-mmmm

ot in bis own room.

PummAmmm“mmAnan.u"

§1.901 Cltations by Thind Partins
§ 1.550(e) Suhmmiombytmﬂpmhuedmdyon
prioe art patents or publications filed after the

’ dateoftheordutoteeummelrcmteuwed
into the patent file but delayed umtif the reex-
nnﬁmﬁonprwee&agshvebemmmm

2 by i piies e p.'w** n e

2268 PeﬁMsfor Entryofhtel’apers

Due to the “specml dispatch®™- provmon of Pubhc
Law 96-517, it is necessary and appropriate that the
Ofﬁce adhere stnctly.‘ to the tlme_ limxt‘set by the

nghts are involved
tion, the: Ofﬁce wdl co

quwt for waiver and prowde evidence to’ support the
request. Petitioners ‘are cautioned that such’ petitions
will only be granted in extraordmary circumstances
where justice requires the grantmg of the rehef
sought.

Under ordinary cnrcumstancw, the failure to timely
file a statement pursuant to § 1. 530 or a’ reply ‘pursu-
ant to § 1.535 would not constitute’ adequate: basis to
justify a waiver of the rule regardless of the reasons
for the failure since no rights are lost by the failure to
file these documents. However, the failure to timely
rwpond to an Office action’ rejectmg claims ‘may, in
appropirate circumsiasices, justify” waiver of the rules
if the situation is “extradordmary ‘and if* “justice re-
quu'es" the waiver since rights may be lost by the fail-
ure to timely respond.

2269 Reconsideration

Afier response by the patent owner (37 CFR
1.111), the patent under reexsmination will be recon-
sidered and the patent owner notified if claims are re-
jected or objections or requirements made. The patent
owner may respond to such Office action with or
without amendment and the patent under reexamina-
tion will be again considered, and so on repeatedly
unless the examiner has indicated that the action is
final. See 37 CFR 1.112. Any amendment after the
second Office action, which will sormally be final as
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will be entered for purposes of reexasiination in the
reexamination file wrapper. See §§ 2234 and 22530 for
manner of entering amendments.

Forentryofamendmemmamersedm
amination proceeding, see §§ 2283 and 2285.

All amendments to the specification prior to final
action will be entered for purposes of the reexamina-
tion proceeding evea thoeght they do not have legal
effect until the certificete is issued. Any “new matter™
amendmentwﬂlbeteqmedtobecanceledfmmtbe
description and claims containing new matter will be
rejected junder 35 US.C. 112. A “pew matter”
amendmenttotheduwmgmordmaﬁlynotenmd.
See§§60804 mm:(a)am(c) aE

sion and at'thc same time dea!;ﬁstly with the, pnent

ownerandthepubhc.theexammerwnlltwwepro-
vide. the patent owner with such. information and ref-
erencesasmaybemcﬁﬂmdcﬁnmgtheposmmof
the Office as to unpatentability before the action is
made final. Initially, the decision, ordering reexamina-
uonofthepatentwnﬂcontamanxdenuﬁcauonofthe
new questions of patentability that the examiner con-
s:derstobermdbythcpnormconsxdered In ad-
dition, the first Office action will reflect the consider-
ation of any arguments and/or amendments contained
in the request, the owner’s statement filed pursuant to
37 CFR 1.530, mdanytepiythcretobythereqwter
and should fully apply all relevant grounds of rejec-
tion to the claims.

The statement which the patent owner may file
under 34 CFR.1.530 and the response to the first
Office action should completely respond to and/or
amend with. a view to avoiding all outstanding
grounds of rejection.

Itnsmtendedthntthesecondomceacuonmthc
reexamination proceeding following the decision or-
dering reexaminstion will be made final in accordance
wnththeguxdehnessetfoﬂhm§70607(a) The exam-
iner should not prematurely cut off the prosecution
with & patent owner who is seeking to define the in-
vention in claims that will offer the patent protection
to which the patent owner is entitled. However, both
the patent owner and the examiner should recognize
that & reexaminstion proceeding may result in the
final cancellation of claims from the patent and that
the patent owner does not have the right to renew or
continue the proceedings by refiling under 37 CFR
1.60 or 1.62. Complete and thorough actions by the

‘any § or sefection relied upon |
wmmdmmmmm
rejection) be clearly develop to such en extent that
the patent owner may reedily judge the advisability of
an appeal. However, where e single previous Office
action contging & complete statement of a ground of
rejecnon,tlwﬁml may refer to such a state-
ment and also should include a rebuttal of any argu-
mentsmmedmthepﬂmtowm’srwpcme The final
rejection letter should conclude with a statement that:
“The above rejection is made Fingl *

As with all other Office on the
merits in a reexamination proceeding, the final Office
acuonmustbesngnedbyapmmryexammer

2272 AftethalPucﬁee

It:smtendedthatpmaecutwnbeforetheexmner
mnreexammhonpmeeedmg\ullbeconcludedwuh
the final sction: Once @ finsl rejection that is not pre-

' mamrehasbeenmteredmareenmmauonptoceed

ing, the patent owner no longer has any right to unre-
stricted further prosecution. Consideration of amend-
ments submitted afier final rejection will be governed
bythesmctstmdardsof37CFklll6 Both the ex-
aminer and the patent owner should recognize that
substantial patent rights will be at issue with no.op-
portunity for the patent owner to refile under 37 CFR
1.60or 1.62 in order to continve prosecution. Accord-
ingly, both the examiner and the patent owner should
xdentlfy and develop all issues priof to the final Office
action, including the presentation of evidence under
37 CFR 1.131 and 1.132.

FiNaL REJECTION—TIME FOR RESPONSE

The statutory period for respomse in a reexaming-
tion proceeding will normally be two (2) motiths. If &
response to the final rejection is-filed the period for
response typically will be extended to run 3 months
from the date of the final rejection in the advisory
action unless a previous extension of time has been
granted or the advisory sction cannot be mailed in
sufficient time. See also §22685.

ACTION By m

It should be kept in mind that a patent owner
cannot, as a matter of right, amend any finally reject-
ed claims, add new cleims afier a final rejection, or
reinstate previously canceled claims. A showing
under 37 CFR 1.116(b) is required and will be evalu-
ated by the examiner for all proposed amendments
after final rejection except where an amendment
merely cancels claims, adopts examiner’s suggestions,
removes issues for appeal, ormsomeotherwnyre-
quires only a cursory review by the examiner. An
amendment filed at any time after final rejection but
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theuneadmemizto(l)removem&nw

cmmwwmmmmmumm
whether the issues on appeal sre reduced or simpli-
fied. Unless the proposed amendment is entered in its
entirety, the examiner will briefly explain the reasons
for not entering & proposed amendment. For example,
if the claims as amended present a new isswe requiring

further consideration or search, the mew issue should

bendcntzﬁedmdabnefexplamuonpmvndeduto
why a pew search or consideration is pecessary. The
patent owner should be notified if certaim portions of
the amendment would be entered if a separate paper
was filed containing only such amendment.

Any second or subsequent amendment: aﬁer final
will be, considered only to the extent thst it removes
mmforappealorputsaclmmmobmmmtable
condition. RER .

s‘nce 3 S tE s ar i aes . EOE YO o :"\ ~. ‘
bicome abandonéd and cannot be refik
the holding of claims unpatentable and canceled in a
certxﬁcate:saboolutelyﬁnalntxsappmprutethatthe
examiner consider the feasibility of ‘entering amend-
ments touching the merits after final rejection or afier
appeal has been taken, wherethereuashowmgwhy
the amendments are necessary-and a suitable reason is
ngen why they were not earlier presented.

2273  Appeal in Reexaminaﬁon

3503.C30§.Amal.1‘hepnentownermolwdnamxm
nation proceeding wnder this chapter msy sppeal wader the provi-
sions of section 134 of this title, and may ssek court review uader
the provisions of sections 141 to 145 of this title, with respect to
amy- decision adverse to the patentability of sy originel or pro-
posed amended or sew clsim of the patent.

A patent owner who is dissatisfied with the primary
examiner’s decision in the second or final rejection of
hmorherclmmsmayappealtotheBoerdoprpuh
for review of the rejection by filing a Notice of
Appeal within the required time. A Notice of Appeal
must be signed by the patent owner or his or her at-
torney or agent, and be submitted along with the fee
required by 37 CFR 1.17(e), (37 CFR 1.191(a)).

The period for filing the Notice of Appes! is the
period set for response in the last Office action which
is normally two (2) months. The timely filing of a first
response to s final rejection having a shortened statu-
tory period for response is comstrued es including a
request to extend the period for response en sddition-
al' month, even if an extension has been previously
granted, as long as the period for response does not
exceed six (6) months from the date of the final rejec-
tion. The normal ex parte appeal procedures set forth
at 37 CFR 1.191-1.198 apply in reexamination. The
requester cannot sppeal or otherwise participate in
the appeal.

ATION OF PATENTS
WWW“MMMWMM |
be med. Amesdments should not be zwhdad in
the appeal brief. ,
- The dme for filing the brief is two (2)

moaths from the date of the appesl or
wrtmnthemmowedformmemthemap»
pealed from, if such time is later.

In the event that the patent owner finds that he or
she is unable to file a brief withia the time allowed by
the rules, he or she may file a petition without ey
fee, to the ezamining group, requesting additioms]

(mﬂyonemomh),andgwereasomfoﬂhere«
quest. The petition should be filed in duplicate and
coritzin the address to which the response is to be
sent. Ifmﬂicneutemueushownandthepeﬁhonm
filed prior to the of the period sought 16 be
extended (37 CFR 1:192), the group director is au-
thomedtognnttbeexmfornptoommm&'
Requests for extensions’ of time for more than ome
monthwnﬂabobedecldeﬁbythegmupdxrecm but
will ‘ot be grented, unless ‘&
stmcummvolved,e.g.duthormupac:taﬂonof
the patent owner. The time extended is added to the
lastulmdardayoftheongmalpenod as opposed to
bemgaddedtotheday:twonldhnvebeenduewhm
said last day is a Samrday, Sunday ‘oF Federal hob—
dsy.

Failuretoﬁlethebncfthhmthepermmsibleume
wlﬂraultmdlsmxssaloftheappeal The reexamina-
tlonproceedmglsthentermmatedandacemﬁeatem
muedmdlcaungthestamsoftheclmmsatthetnmeof

Afeeassetforthm37 CFR 117(t)1sreqmred
whmtheappealbndlsﬁledfortheﬁtstumcma
particular reexaminstion proceeding, 35 U.S.C. 41(a).
37 CFR 1.192 provides thst the appellant shall file a
brief of the authorities and arguments on which he or
she will rely to maintain his or her appeal, including a
concise explanation of the invention which should in-
clude a reference to the inveation which should in-
clude a reference to the drawing by reference charac-
ters, and a copy of the claims imvolved. 37 CFR
1.192(a) requires the submission of three copies of the
appeal brief.

For the szke of convenience, the copy of the claims
involved should be double spaced.

The brief, as well as every other paper relating to
an gppeal, should indicate the number of the examin-
ing group to which the reexamination is assigned and
the reexamination control number. When the brief is
received, it is forwarded to the examining group
where it is entered in the file, and referred to the ex-
aminer.

Patent owners are reminded that their briefs im
appeal cases must be repoansive to every ground of re-
jection stated by the examiner. A reply brief should
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therwordcleaﬂymdbmmmmtore-
spond by brief to any ground of rejection, for exam-
ple, by failure to file a supplemental brief within the
one-month period sllowed for that purpose, the exam-
iner should inform the Board of Appeals of this fact
;nhuorheramweramdmerelyspequtheclmmaf-
ected

Where the failure to respond by brief appears to be
mtenuonal,tthoardoprpeelsmaydmthe
appeal: as. to- the cleims involved. Oral srgument at a
hunngwﬂlnottemedymhdeﬁclencyofnbrwf

Thcmm‘eﬁlmgofanypaperwhatevetumﬂedua
brief cannot v. be considered .as. complisnce
with 37.CFR. ll92.'l'hetulemqmresthathebfwf
must set_forth the authorities and . relied
upon.andtqi cxtgntthatxtfaﬂstodosomthre-

ground may be dasmxsted.

ItxswsentxalthattheBoardoprpalsshouldbe
provnded ‘with a brief fully statmg the position of the
appellant with respect to each issue involved in the
‘appeal so that no search of the record is reqmred in
order to determine that position. The fact that appel-
lant ‘may “consider a ground to be clearly improper
does not justify a failure on the part of the appellant
to point out to the Board the reasons for that vnew in
the brief.

A distinction must be made between the lack of any
argument and the presentation of. arguments which
carry 0o conviction. In the former case dismissal is in
order, although it may well be merely an affirmance
based on the grouads relied on by the examiner. -

Appellant must traverse every ground of rejection
set forth in the final rejection. Oral argument at the
hearing will not remedy such a deficiency in the brief.
Ignoring or acquiescing in any rejection, even one
based upon formel matters which could be cured by
subsequent amendments, will invite a dismissal of the
appeal. The reexamination ge are considered
terminated as of the date of the dlsmlssal

2275 Exsminer's Answer

Sections 1208-1208.02 relate to preparation of ex-
aminer’s answers in appeals. The procedures covered
in these sections apply to appeals in both patent appli-
cations and patents undergoing reexamination pro-
ceedings.
2276 Oral Hearing

If appellant desires an oral hearing, appellant must
file 2 written reguest for such hearing accompanied
by the fee set forth in § 1.17(g) within one month
after the date of the examiner’s answer.

mmwwww

zm MMWW
Sections 1213 through 1213.02, relate to decisions
oftheBuadoprpub.

278 mmmmm :

Sections 1214.01-1214.07 relate to the handling of
applications and patents undergoing reexamination
aﬁertheappalhtsbeencommded

2279 Appeals to Courts

The normal appesl route provided to the United
States Court of Appeals for the Federsl Circuit is
amhbiewapatentowmrnotsamﬁedmththedem-
sion of the Board of Appesls.

The normal remedy by civil action under 35 U.S.C.
l45|spmv1dedfortbeownerofapatentmamenm-
mmmpmceedmg

~There is normslly no: pammpanon by requester
during amy court review.. -

Seealso§§1216 1216.01, and1216.02.

2280 DntyofDisclmreinReeminﬂiean—
ceedim

37 CFR lﬁsmod‘dwbummmmm«)
A duty of cendor and good fuith towerd the Patent snd Teademark
Office rests ca the patent owner, on esch attofeey oOr agent who
represents the patent owner, and on every other individual who is
substuntively involved on behalf of the patent cWwner in o récmumi-
estion proceeding. All such individeals who ere sware, or become
aware, of patents or printed publications material o the reexaming-
tion which have not been previously mede of record in the patent
file must bring such patents or printed publicstions to.the attention
of the Office. A prior ant statement, preferably in accordance with
§ 1.98, dhould be filed within two months of the dete of the order
for rezzmminstion, or a8 soon theresfler as possible in order to bring
such petests or printed publications to the sitention of the Office.

() Disclosures pursuant to this section may be made to the
Ofifice through an stioreey or sgent baviag respomuibility on belwlf
of the patent oweer for the reenemination proceeding or through a
patent ower acting in his or her own behalf. Disclosure 20 such s
sttorney, agest or patent owner shall satisly the dety of say other
individual. Such an attoraey, agent or patent owaer bhes B0 dety to
teamemit information which is not waterial to the reenamingtion.

{c) The duties of candor, good feith, end disclosure reguired in
paragraph (a) of this section have not been complied with if any
fravd was or aitempted on the Office or there was say
viclstion of the duty of disclosure through bed fuith or groms neghi-
amceby.ormbemt'o&thepmmowmmthem

(d) The respoasibility for complisnce with this section rests upon
themdmdmlsndmuﬁedmpumpb(a)ofthzsmmdm
evalustion will be made in the reensmination procesding by the
Office a3 to compliance with this sectiom. If questions of compli-
ance with this section ere discovered during a recxamination pro-
ceeding, they will be noted ez unresclved questions in accordance
with § 1.552(c).

The duty of disclosure in reexamination proceed-
ings applies to the patent owner; to each attorney or
agent who represents the patent owner, and to every
other individual who is substantially involved on
behalf of the patent owner. That duty is a continuing
cbligation on all such individuals throughout the pro-
ceeding. The continuing obligations during the reex-
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lications to the attention of :

- 8uch dindividuals -are . moagly eueounged to ﬂle

- g5t - statemnents, preferably. in sccordance with

Q&wummomomhsofthcdlteoftheomm

reeumine, or -as soon thereafter as possible, in oeder

bnnzthepuentsorpnntedpubhemomtotheu—
tention of the Office.

Any individual subotantmlly involved in the re-
examination proceeding may satisfy his or her duty by
disclosing  the informstin to. the attorney: or- agent
having responsibility for the reexamination proceeding
or to a patent owner acting in his or her own behalf.
A patent owner may satisfy his or her duty by dis-
closing the information ‘to the’ attomey or agent
having - responsibility for the reexamination  proceed-
~mg - An -attorney, -agent; -or.-patent owner. 'who' re-
ceives information has no duty’to submit such infoe-
mhontfitis‘notmatemltothermmmon.See
§156(l)forthedeﬁmuonof‘

Thetespmmhtyofeomphamewnhﬂ.sss rens
onallsuckmdxvaduals.Any&audptacueedorat-
tempted on the Office or ‘any viclation of the duty to
disclosure: through bad faith of gross negligence by
any such: individual - results in noncompliance with
§ 1.555(a). This duty of disclosure is coasistent: with
the duty. placed on patent -applicants by § 1.56(a); with
the exception: that issties of .fravd: are not considered
in reexamination: pmeeedmgs‘ Any such issues discov-
ered during a reexamination proceeding will merely
‘be noted as unresolved questions under-§ 1.552(c). .

All such individuals ‘who fail to comply with
§ 1.555(a) do soat the risk of diminishing the quality
and reliability of the patent reexamination cert!ﬁcate
issuing fromtheproeeedmg A

For the patent owner’s duty to disclose prior or
concurrent proceedings in whxch the patent is or was
involved, see §2282 =

2281 Interviews In Reexaminaﬁon Proeeedings

37 CFR 1.560 Interviews in reexammuon pmceaimgs (=) Intes-
views in reexamination proceedings pending before the Office be-
tween exeminers and the owners of such patents or their attorneys
or ageats of record munt be had in the Office at such times, within
Office hours, as the respective éxaminers may designsted. Imtes-
views will not be permitted at any other time or place without the
euthontyoftbeCommmmer Interviews for the discussion of the
patentsbility of clsims in patents involved in reexamination pro-
ceedings will not be had prior to the first officiel action thereon.
Interviews should be ervanged for in edvence Requests that reex-
eminstion requesters participste in interviews with examiners will
rot be granted.

(&) In every instance of an interview with an examiner, & com-
plete written ststement of the reasons presented at the interview e
warranting favorsble action must be filed by the patent owner. An
interview does not remove the necessity for response to Office ac-
tions ¢s specified in § 1.111.

Only ex parte interviews between the examiner and
patent owner and/or the patent owner’s represenia-
tive are permitted. Reguests by reexamination request-

‘encouraged to

:meopmm“mwmmvhmwm:mbe

gnn%d
mmmymwmm-
: ise, interviews bef in-

‘«andthewmofmumdergohzmmnﬁn&

tion or their attorneys or agents must be had in the
Office st such times, within Office hours, as the re-
spective examiners may designate.

Interviews for the discussion of the patentability of
claims in patents involved in reexamination proceed-
ings will not be had prior to the first offical action
following the order for reexamination and sny submis-
sions pursuant to § 1.530 and § 1.535.

However, questions on. purely procedural matters
may be answered by the examiner. Except for ques-
txonsonstncﬂypmwduralmatters,aneummerwﬂl

not conduct personal or telephone interviews with re-
rquesters or omer‘t!m'd pames w1th reepect to a patent

after the mtervxew as is “possil

‘next communication to the Office. Service ‘of the

written statement . of the interview on the requester is
reqmred . ‘.

The examiner musa complete the present two-sheet
carbon interleaf Interview Summary form PTOL-413
for ‘each interview held wliére a matier of substance

‘has been' discussed (See § 713.04). The duplicate copy

of the form: should be detached and given to the
patent-owner at the coeclusion of the interview. The
original should be made of record in the reexamina-
tion file and ‘a copy mailed to the requester. .

The general procedure for conducting imterviews
and recording same are desribed at §§ 713.01-713.04.

2282 NohﬁcanonnfExrsteneeofPﬁororCan
‘current Proceedings and Decisions Thereon

37 CFR 1.565 Concurrent office procevdinge. (a) In any reexaming-
tion proceeding before the Office, the patent owner shall call the
attention of the Office to any prior or comcurrent procesdiags in
which the patent is or was involved such as interferences, reissue,
reexammahom.orhnyuonmdtberewltsofsuchpmeeedmgs.

It is important for the Office to be aware of any
prior or concurreat proceedings in which a patent un-
dergoing reexamination is or was involved, such as in-
terferences, reissures, reexaminations or litigations,
and any results of such proceedings. Section 1.565(z)
requires the patent owner to provide the Office with
information regarding the existence of any such pro--
ceedings, and the results thereof, if known. Ordinari-
Iy, no sumbissions of any kind by third parties filed
after the date of the order are placed in the reexami-
nation or patent file while the reexamination proceed-
ing is pending. However, in order to eagsure a com-
plete file, with updated status information regarding
prior or concurrent proceedings regarding the patent
under reexamination, the Office will accept at any
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in the patest file See§2286for

for prior or concurreat litigation.

2283 Multiple Oapenm Reex.haﬁon Pro-
ecedings

37 CFR 1,568 Concumm effice pm«dim :

(c)lfreexmonuordemdwh‘lelmmuon
ceeding is pending, the reexamination wﬂlbecouoh
mmm&mumaammmnm

Ifreexannnauoqnsorderedonarequmforreem

Two situations ‘are posstble ‘where a' qmtlon as to
mergerofreexammatlonproceedmgsmsmsed '
S Paocx-:BDmGstm

lfaseeondrequsﬁledwhereﬂneﬁrstcemﬁcate

mﬂmaﬁer3monthsfromtheﬁlmgoftheseoond
request, the proceedings normally will be merged. In
this situation the second request is decided -based on
the original patent claims and if reexamination is or-
dered, the reexamination proceedings mormally would
bemerged.lfmeﬁrstcemﬁcarcsmmuentmllbe
withdrawn from issue. The second reexamination pro-
ceeding will be merged with the first reexamination
proceedmgandprosecuhonwﬂloonunueaﬁerthe
patentownerandsecondreque@erhavebeenngen
an opportumty to file a smement and reply, respec-
tively. :
‘ Iftheseoondrequm:sbaseduponmenmllythe
same patents or publications as in the first request or
on patents or printed publications which raise essen-
tmllytheaamemmasthmcmsedmtheﬁrstre-
quest, the examination of the merged proceeding will
continue at the point reached in the first reexamina-
tion proceeding. If, however, mew petents or printed
publications are presented in the second request
which raise different questions then those raised in the
first request, then prosecution in the merged reexami-
nation proceeding will be reopened to the extent nec-
essary to fully treat the questions raised.

The patent owner will be provided with an oppor-
tumtytorecpondtoanynewre;ecnonmametged
reexaminstion proceeding prior to the action being
made final. See § 2271. If the reexamination proceed-
ings are combined, a single certificate will be issued
based upon the combined proceedings, § 1.565(c).

pﬁortomerging mmer ‘aher

‘ proceeding

tbeaecoadpmceedmghmb&nowumybede-
sirable to suspend the second proceeding where the
first proceeding is presently on appeal before a federal

coutmawmtlweourt’sdecmonpmrtomergmg
A suspension will only be granted in exceptional in-
gtances because of the statutory requirements that ex-
amination proceed with “special dispatch™ snd must

‘be with- the express written approval of the group di-

rector. Snspens:onwdlnotbegrantedwhenmerew
moutstanungomceactlon

; MBRGERS 01= REEXAMINATION .
The fol!owmg -guidelines should ‘be observed when

»tworequorreemmmanonduectedtoamgle
-patent have been filed. -

mmrequest(kequestz)shmldbepmcened

fkasqmcklyaspomb!eaudmgnedtotbemmm

imer to ‘whichi ‘the first request (Reguest ‘1) is-assigned.

-Request: 2' should 'be decided: immediatély - without

waiting the -usval period:: If :‘Request 2" is denied, ex
parie prosecution of Request 1 should conatinue. If Re-
quest 2 is granted and the proceedings are merged,

-combined prosecution should be-carried out once the

patent owner’s ‘statement and  any  reply by the re-

-quester have been received in Request 2.-

If ex-parte prosecution has not begun on Reqwt l
ltshouldbepromeduptothatpomtandthennor-
mally held until-Request 2 is ready for ex parte action
following the statement and reply or until Request 2
is denied. Request 2 should be determined on its own

‘mmerits without reference to Request I.

The decision by the group director. merging the re-

examingtion proceedings should include a requirement

that the patent owner maintain  identical claims in
both files. Any responses by the patent: owner must
coasist of a_ single response, addressed to. both files,
filed in duplicate each bearing an original signature,
for entry in both files. Both ﬁ]wwﬂlbemmntamedas
separate complete files. .

When ex parte prosecution is appropmze in merged
proceedings, a single combined examiner’s action -will
be prepared. Each action will cross reference the two
proceedings. A separate action cover form for each
proceeding will be printed by the PALM printer for
each reexamination request comtrol number. Each re-
quester will get a copy of the action with the appro-
priate cover form. The patent owner will get a copy
of each cover form and the body of the action.

When & “Notice Of Intent To Issue A Reexaming-
tion Certificate” (NIRC) is appropriate, plural notices
will be printed. Both reexamination files will then be
proceued. The group should prepare the file of the

-in the manner specified in
!2281 beforere!easetoOﬁceofPubhcaﬂons.
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MMWWW

lmhmu o :
Pmmmmuum

" If & secoad request is filed where the flrst reenami-

-certificate will lssue within 3 months from the

ing of the second request, the proceedings normally
will not be merged. If the certificate on the first reex-
amination proceeding will issues before the decision
oa the second request muet be decided, the reexami-
nation certificate is allowed to issue. The second re-
quest is then considered based upon the claims in the
petent as indicated in the issved reexamination certifi-
‘cate rather then the originel claims of the patent. In
such situations the proceedings will not be merged. In
NOcueshouldadecmononthemondrequestbe
de!ayedbeyondmthreemmthdudhnc Ct e

| answ MERGED ':'Pnocesomes ”

6o Hie tw 4 g;ﬁ e ~ p cer . - Tint [
c@ymmtbeﬁledforwhﬁlemthemergedpro—
cwdmg.

Pn'rmons To MERGB Muu'm.e Oovmnmc
5 .+ REEXAMINATION PROCEEDINGS: .

Nopetxnontomergemnlhplereexammmonpro-
ceedmgnsnecesurysmcetheOfﬁoewﬂlgenmuy,
sua sponte; make & decision s to whethér or not it is
appmpmtetomergethemu!uplereenmimuonpm-
ceedings. If any petition to merge- the proceedings is
filed prior to the determination (§1.515) and order to
reexsmine (§ 1.525) on the second request, it will not
be. considered, but will be returned to the party sub-
mitting the same by the -examining group director.
The decision returning such a premature petition will
be made of record. in both reexamination. files, but no
copyofthepemlonwxllbereumedbytheotﬁce
See §2267. . - . -

Whllethepatentownercanﬁleapetmontomge
thepmceedxngsatanynmeaﬁettheordcrtoreem
ine (§ 1.525) on the second request, the better practice
would be to include any such petition with the patent
owwr’sstatementunderhsw,mtheeventtheex-
amining group director has not acted prior to that
date to merge the multiple reexamination proceedmgs
If the requester of any of the multiple reexamination
proceedmgslsnotthepatcnt owner that party may

tonwrgethcproceedmgsasapanofareply
pursuant to § 1.535, in the event the examining group
director has not acted prior to that date to merge the
multiple proceedings. A petition to merge the multi-
ple proceedings which is filed by a party other than
the patent owner or one of the requesters of the reex-
amination, will not be considered, but will be returned
to that party by the exsmining group director as
being improper under § 1.550(e). S

bereqmredtophee

all reexamination’

37 CFR 1565 Concurrent affice procesdings
e e e e @

() If & petent in the process of reeneminntion is or beoomes ia-
valved in interference proceedings or litigation, or & relssue sppli-
estion for the patent is filed or pending, the Comminioner shell de-
mmammmmmmuaw
ference proceeding.

(d)lfammoamdummmmdmm

which an order pursusat to § 1.525 bes been mailed sre peading
mmmﬂy‘m..a,m;nmsﬂwbew_ew

aowtdmewiﬂlﬁlﬂlthrouhll”am&emmwm
mmmmeunmwm

mmammmamwmm
of the reimued patest. -

‘ 'l'hegenetdpohcyoftheomcersthatareeuxm-
muonptomdmgwﬂlnotbedehyed,ormyed,bc-
cause of an' interference of the “of an inter-
ferénce. Themomforthnspohcym(l)thereh—

tively long period of time: usually required for inter-

ferenmand(Z)therequirementofSSUSC.wSthat
“'be - conducted with
pw:ﬂdmckh"mthntbeOfﬁce.hgmerd the
Office will follow the practice of making the reguired
and necessary decisions in the reexamination proceed-
ing and, ot the same time, proceed with the interfer-
ence to the extent desirable. Decisions in the interfer-
ence will take into consideration the status of the re-
examination and what is occurring therein. The deci-
gion as to what actions are taken in the intereference
wnllmgcneral,bemkenmaeoordmcewuhmrmal
interference practice. 7 -

CoryING CLAIMS FROM A PATENT INVOLVED IN A
REEXAMINATION Pnocsmmc

Anmterfumcewdlnothedechredbetweenanap—
plication and a petent which is involved in a reexami-
nation proceeding except upon specific authorization
from the Office of the Assistant Commissioner for
Patents. When an amendment copying orsubstmm!ly
copying claims from a patent involved in a reexamina-
tion proceeding is filed in & pending application, the
owner of the patent must be notified (see 37 CFR
1.205(c) and § 1101.02). The applicant must identify
the patent under reexamination from which claims
have been copied. The copied pateat claims may be

‘rejected on any spplicsble ground (see § 1101.02(5),

including, if appropriste, the prior art cited in the re-
examinstion proceeding. Prosecution of the applics-
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cation ia placed in condition for allowsnce sed il

mmaamwmmmmmdu

VIA Repx-

PENDING P:ocunme

AMINATION PROCEEDING

Section 1.231(a)(1) reads in pert:

“f motion to disolve sn interference in which a petentee is &
party on the ground that the clsims corresponding (o the counts age
unpatentable 1o the palentee over petents or printed publications
will be considered through reexamination if it complies with the re-
qwmudililﬁb)nndnwcompmedbythefeeformqw
mgreexmntin!lm(c)" o

Any party in interest in an interference mvolvnng a
patcntwhqweksto.dlssOIVethemtereferenceqnthe

whnchnswcompamedbythefqefﬁt_mﬂﬁm
amination’ set. in § 1.20(c). Concurren‘th’_wx the

partyshwld ﬁlenmononuaderi l.231(a)moorpom
ing by reference the request for reexamination. The
request for rezamination should also point.out that it
mbmgﬁledasapartofamomnmdmsolveanm-
terference pursuant to §:1.231(a)(1). The motion must
beﬁledthhmthepenodsetmthenouceofmterfer-
ence for filing motions. The. request for reexamination
will be processed in the normal manner and. will be
forwarded to the examiner for determination. The
motion under § 1.231(a)(1) will also be transmmed to
the prisnary examiner for decision. -

A motion under § 1. 231(a)(l) to dissolve the mter-
ference on grounds set forth in the reexamination will
not be decided pmrtotheﬁrstOfﬁceacuonanthe
merits in the reexamination. The decision on the
motion under § 1.231(a)(1) should be decided concur-
reatly with the first Office action on the meriis in the
reexamination, but the decision may occur later if a
delay occurs in the transmittal of the motion to the
primary examiner.

The determination on the request for reexamination,
the first Office action and the t'ollowmg examination
will not be delayed by the examiner pending receipt
of a motion under § 1.231(a)(1).

Motion To SUSPEND INTERFERENCE UNDER 37 CFR
1.243¢a) PENDING THE OQUTCOME OF A REEXAMI-
NATION PROCEEDING
A motion under § 1.243(a) to suspend an interfer-

ence pending the outcome of a reexamination pro-

ceeding may be made at any time during the interfer-
ence by any party thereto. The motion will be decid-
ed by the patent interference examiner, based on the
particular fact situation. However, no consideration
will be given such a motion unless and until a reexam-
ination order is issued, nor will suspension of the in-

mmmmmmmmnmm
motions under 37 CFR 1.231: have been disposed of

REQUEST BY THE EXAMINER PURSUANT 10 37 CER

1.237
Nomtly WMMWM«M%7
while the reexamination proceeding is peading but
should rely upon pmmofmemfumetom

moﬁommder§l231 mﬁlﬂxa)durmmem«-
ference proceedings.
Rmummnksaxmmmrambnnm
NoT A PARTY TO THE INTERFERENCE

In view of the provisions of § 1.510(a), “Any
person misy, at any time during the period of eaforce-
ability of & patent” file a request for reexamination.
Personsnotapartytothemterfameemyﬁleate-
quest for reexaminstion during the pendeacy of the
interference. Such requests for. reexaminstion will be
processedmthenormalmamer Nodelay,orsmy,of

claim
terferenoe,theattmtnmoftheﬂoardof!nterfer—
encesshallbeealhdtbuetopursmttoﬁlZM .

PETITION To STAY REEXAMINATION PROCEEDING -
. BECAUSE OF INTERFERENCE .. .

Any petmon to siay a reexamingtion proceedmg,
because of an interference, whlchlsﬁledpnortothe
determination (§1.515) end order to reezamine
(§ 1.525) will not be cousidered, but will be returned
to the party submitling the same. The decision return-
ing such-a premature petition will be made of record
in the reexamination  file, but no copy of the petition
will be retained by the Office. A petition to stay the
reexamination proceeding because of the interference
may be filed by the patent owner as a part of the
patent owner’s statement under § 1.530 or subsequent
thereto. Ifapnﬂytothemwerference Other than the
patent owner, is & requester of the reexamination, that
party may petition to stay the reexamination proceed-
ing as a part of a reply pursuant to §l.$35. If the
otherpartytothemterference:snotthe
any petition by that party is improper under § 1.550(e)
and will not be considered. Any such improper peti-
tions will be retumed to the party submitting ‘!he
same. -

Premature petitions to stay the reexamination pro-
ceedings, i.e. those filed prior to the determination
(§ 1.515) and order to reexamine (§ 1.525), will be re-
turned by the examining group director as premature.
Petitions to stay filed subsequent to the date of the
order for reexamination will be referred to the Office
of the Assistant Commissioner for Patents for deci-
sion. All decisions on the merits of petitions to stay a
reexamination proceeding because of an interference
will be made in the Office of the Assistant Commis-
sioner for Patents.
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Ammlwmm?mmm

Hmamchimtohmmwhichkmm
hmmmmﬂd«wwwb
susnce of u reexaminstion certificate, the interference
wmbedholvedutomymueonupondhgm
those claims.
Ummofmmumimtionwﬁﬂwe,the
mwmmmfythenoudoﬂ’atemlnw
ferences thereof. :

2288 Copending Reexamination and Refssue Pro-
ceedings :

37 CER 1.568 Concurrent office proceedings.

(d)ﬂnmappﬁuﬂonmdamuﬁonprwemgm
which sn order purssent to § 1.525 hus been wmailed ere peunding
m]ymapcmndeeuuwxﬂofm&mnybemﬁem
mthetwopmceedmpo:wmyone twoproom
Whese merger of & reissie application and
eeedugaordeted.themergedenmmonmllbecmdmn
mmann-:mmmmmmuw

&mmmawmwﬂlwp&wm&t&
fwsut application snd the fessamination proceeding and be physical-
Vv eatered imto both files. Any recxzmimation proceeding wmerged
wuhamapphcauon:haﬂbemmedhythemoﬁhe
reissued patent:

‘I‘hegeneralpohcyoftheotﬁcelsthataremue ;

onexamumtnonandareexammnonpro-

ceedmgwﬂlnotbeconductedseparatelyatthesame-

tlmeastoapamcularpatent.'l‘hereasonforthn
pohcy is to permit timely resolution of both'proceed—
ings to the extent possible and to prevent inconsistent,
and possibly conflicting, amendments from being in-
troduced into the two proceedings on behalf of the
patent owner. ‘Accordingly, if both a reissue applica-
tica and & reexamination proceeding are pending con-
currently on a patent, a decision will normally be
made to merge the two proceedings or to stay one of
the two proceedings. The decision as to whether the
proceedings are to be merged, or which proceeding,
fmy.wtobesuyednsmademtheOﬁiceofﬂwAs-
gsistant Commissioner for Patents. ‘

TiME FOR MAKING DECISION ON MERGING OR
STAYING THE PROCEEDINGS

A decision whether or not to merge the reissue ap-
plication examination and the reexamination proceed-
ing, or to stay one of the two proceedings, will not be
made prior to the mailing of an order to reexamine
the patent pursuant to 37 CFR 1.525. Until such time
as reexamination is ordered, the examination of the re-
issue application will proceed. A determination on the
request must not be delayed becanse of the existence
of & copending reissue application since 35 U.S.C. 304
and §1.515 require a determination within three
months following the filing date of the request. See
§ 2241. If the decision on the request denies reexami-
nation (§ 2247), the examination or the reissue applica-
tions should be continued. If reexamination is. ordered

titm.md mmmmwmwm

delayed ewaiﬁu the Mg of amy statement under
§ 1.530 and say reply under § 1.535.

If a reissue application is filed during the pendency
of a reexamination proceeding, the reexamination file,
the reissue and the patent file should be
delivered to the Office of the Assistant Commissioner
for Patents as promptly as possible after the reissue
application reaches the examining group.

The decision on whether or not the proceedings are
to be merged, or which proceeding, if any, is to be
stayed will generally be. made as promptly as possible
aﬁerrewptofalloftheﬁlesmtheOﬁeeoftheAs-
sistant Commissioner for Patents. However, the deci-
sxononmergmgmstaymgthemmaym
certain situations- be- delayed -until aay submissions
under § 1.530. and § 1.535 have been filed. Until a de-
cision is mailed merging the proceedings or staying
one of the proceedings, the two proceedings will con-
tinue and be conducted simultanecusly, but separately.

The Office may in certain siteitions issue @ certifi-
cate at the termination of a recxamination proceeding,

evenxfacopendmgreussueapphcanmctanotherre-
exammnttonrethasalreadybeenﬁed

Consxmanxnons IN DECIDING Wmmzn To MERGE
THE Pnocmsmucs OR Wuemr-:n To StAY A PRO-
" CEEDING

The decnslon on whether to. merge the pmceedmgs
or. stayaptoceedmgmllbemadeonamse—bym
basis based upon the status of the various proceedings
with due consideration being given to the ﬁmlnty of
the reexamination requested. :

1. Relssue about the i issue, reexammahon requested

It thc relssue patent will issue before the determina-
tion on the reexamination request must be made, the
determination on the reguest should ‘normally be de-

layed until after the granting of the reissue patent and

then be decided on the basis of the claims in the re-
issue patent. The reexamination, if ordered, would
th-beontherexssuepatentclnmsntherthanthe
original patent claims. Since the reissue apphcatnon
would no longer be pending, the reexsmination would
be processed in a normal manner.

Where a reissue patent has been issued, the determi-
nation on the request for reexamination should point
out to the requester and patent owner that the deter-
mination has been made on the claims of the reissue
patent and not on the claims of the original patent. If
a reissue patent issues on the palent under reexamina-
tion after reexamination is ordered the mext action
from the examiner in the reexamination should point
out that further proceedings in the reexamination will
bebmdontheclmmsoftherempuentandnot
on the patent surrendered. :
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wmmmmmmyumu

ﬁnmkm’(@tﬁdem

: “mmwmmw«wm
mmmmdmmtm

mwmm%m
 be based on the reissue potent clalme” -+
2. Rmuependiug, e sation request filed.

Wherearemuepamwmnmbemmdprbno
the expiration of the three month period for making
the - determiniation, & decision will be made ss to
whethertheproceedmgsmmbemergedorwbich
proceeditig, if any, is to be stayed sfter an order to
reexamine has been issued. The general policy of the
Ofﬁceuwmergethememowmxmmmn
proceeding with the broader reissue application exam-
ination whenever it is desistible 10 do % in the inter-
auofexpedmngtheeonductofbothprooeedmgs.ln
making a decision on ‘whether or uot to merge the
twoproceedmgsoomidermﬂbegwentothe
sutmofthete:sme iplication 'examination at the
tithe the order 0 reczamingtion the patent pursuant to
37 °CFR 1.525 it mailed : For example; if examination
ofthemmapphcmhsmtbagun,onfarejec-
tion'of the primary exsminer hes not been
‘ ﬂleBondoprped:purmnttoﬂCFlel,nxs
likely that a merger of the reissue application exami-
nation and the reexamination proceeding will be or-
deredbytlefﬁoeoftheAWCommxmonerfm
Patents. If, however, the reissue application is om
appealtotheBoardoprpukortheoourtsthatfact
would be considered in making a deécision whether to
merge the proceedings or stay one of the proceédings.
See in re Stoddard, 213 USPQ 386 (Comr. - Pats.
1982); and In reScragg,ZlS USPQ 715 (comr Pats.
1982) :
Ifsuchamergeroftheproceedmgnsordered,thc
order merging the proceedings will also require that
thcpﬁentownerplacethemeclmmsmthem
application and in the reexamination proceeding for
purposes of the merged proceedings. An amendment
may be required to be filed to do this within a speci-
ﬁednmesetmtheordermcrmgthepmceedmgs.

If the reissue application eramination has pro-
gressed t0 a point where a merger of the two pro-
ceedings is not desirable at that time, then the reexam-
ination proceeding will generally be stayed until the
reissue application examination is complete om the
issues then pending. After completion of the examins-
tion on the issues then pending in the reissue applica-
tion examination, the stay of the reezamination pro-
ceeding will be removed and the proceedings either
merged or the reexaminstion proceeding will be con-
ducted separately if the reissue application has
become abandoned. The reissue application examina-
tion will be reopened, if necessary, for merger of the
reexamination proceeding therewith.

Ifamyofareexmmﬁonproceedmghasbeenre-
moved following a reissue application examinstion,
the firet Office action will be given a shortened statu-
tory period for response of ome month unless a loager

lfmmmmeWumtImcw
emination proceediag ere merged, the isvence of the
reissue will also serve as the certificate under
§ 1.570 and the reissue patent will so indicate.

3. Reexamination proceedings underway, reissue ap-
plication filed.

Whenamapplm&onmﬁledaﬂerareem
nation proceeding has begun following an order
therefor, the reexamination, petent, and the reissue
files should be forwarded to the Office of the Assist-
ant Commissioser for Patents for consideration as to
whethermuottomgethepmceedmgsormyom

Wheremm;hualradybemotdwed

| mmﬂnMdam\mmm

ing factors may be co

mmmdther&mmumm Fm
eumple,lmsammdmﬂybmmwd.a
ﬁrstOfﬁeeacnonbeenmaﬂed,aﬁmireyectlmbeen
given, or printing of certificate begun?

b. The nature and scope of the reissue application:
For example, are the issues presented in the proceed-
ing the same, overlspping, or completely separate;
and are the reissue claimis broadening or related to
mmsotherthmrejectmbasedonpnmorpmt-
edpubhcsﬂom? SN

CONDUCEOFMERGEDRE!SSUEAPPUCATION

'EXAMINATION AND REEXAMINATION PROCEEDINGS

lfarmssueapphcatwnemmmamouandareem
nation proceeding are merged, the merged examing-
tion will be conducted on the basis of the rules relat-
ing to the broader reissue application examinstion.
Amendments should be submitted in sccordunce with
the reissue practice under §.1.121(e), see § 1455. The
examiner, in examining the merged proceeding, will
apply the reissue statute, rules, and cgse law to the
merged proceeding. This is appropriate in view of the
fact that the statutory provisions for reissue applica-
tions and reissue application examinstion include, inrer
alia, provisions equivalent to 35 U.S.C. 305rehtmgto
the conduct of reexeminstion proceedings.

In eny mergedremueappheaumandmxamm
tion proceeding the examiner’s actions will take the
form of a single action which jointly applies to both
the reissue application and the reexamination proceed-
ing. The sction will contain identifying dats for both
the reissue application and the reexamination proceed-
ing and wili be physically entered into both files,
which will be masintsined as separate files. Any re-
sponses by the epplicant/patent owner in such a
merged proceeding must consist of a single response,
filed in duplicate, for entry in both files and service of
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event the Ofice has 'm0t séted peior 40 that:date to
‘mkMNmymwm A petition

y must be made oo the reessininetion requester: A
ofﬂlMuMmWhaMmmm

 ’ If:tthe applicaut/pltent orwner‘m such & merged
) ,",ﬁlesanexpreuabmdomncntofﬁwre-
‘isape “!mt:on.fpunuant o' 37 CFR 138, the

unotbemgpmperunderrenmauonpnrsmnttoﬂ
CFR 1.552(c). .. e W

PmmouToMmRmnAmmnouExm
NATION AND REEXAMINATION PROCEEDINGS OR TO
- STAY: EITHER PROCEEDINGBBCAUSB OFTHF.EX-
- ISTENCE OF THE OTHER
Nopetmontomergetheproceedmgs,ormyone

of ‘them, is necessary since the Office will -generally,
sua sponte, ‘make a decision to merge the proceedings
or stay one of them. If eny petition t0 merge the pro-
ceedings, or to stay one g because of the
other, is filed prior to the determination (§1.515) and
ordertoreexnmme(ilSZS)nmllnaotbeconudered
but will be returned to the perty submitting the same
by:the examining group director, regardiess of wheth-
er the petition is filed in the reexaminstion proceed-
mg,themmeapplmhou,orboth.'l‘hnunmy
to prevent premature papers relating to the reexami-
meeedmgﬁmbemgﬁled.mdecmonre-
turning such a premsture petition will be made of
record in both the reexamingtion file and the reissue
application file, but no copy of the petition will be re-
tained by the Office, See § 2267. -

While the pateat owner can file a petition to merge
the proceedings, or stay one proceeding because of
the other, st any time after the order to reexamine
(§ 1.525), the better practice would be to include any
such petition with the patent owner’s statement under
§1.530 in the event the Office has not acted prior to
that date to merge the proceedings or stay ome of
them. If the requester of the reexamination is not the
patent owner, that party msay petition to merge. the
proceedings, or sisy one- proceeding because of the
other, a8 a pert of & reply purseant to §1.535, in the

r. gtay. one -of them be-

W,WGISSO(G)
Andeanononthemenuorpenmtomﬂgethe
reimeapp!watnonenmmmonmdmereenmm
.or to stay one because of the
other, \villbemademthcﬂfﬁeeoftheAmmm
Commission for Patents. Such petitions to merge the

_proceedings, or stay-one of the proceedings because

of . the other, which are filed by the patent owner or
the requester .to.the date of the order for
reexmuonwﬂlberefenedwmeOITweoftheAs-

muntk of Commxssmner for Patents for declsxon '

e Fsm N MuGED Pmcmnmcs Re
Whem the pmcwdmgs bave been merged and a

;pcpern filed: which requires payment of a fee (e.g.,
_peunonfee.*Ppea‘fee.bneffee.omlhcanngfee),

Je fee need be paid. For ‘example, only: one

~The federal courts: and - the ‘Patent and Trademark

Oﬁue are jointly responsible :for. the overall -adminis-

tramofthepatentsystem.lnwewofthatjomtrc-

‘spoasibility; and since maximum benefit to the patent

systemoocurswhenthe()fﬁceand the federal courts
act in harmoay,. 1t|sthepohcyofthe Office that it
will not “relitigate” in a reexamination proceeding an
issue of patentability. which has been resolved by a
federal court on the merits after a thorough consider-
ation of the prior art called to its attention in an ad-
versary context. See In re Peame et al 212 USPQ 466
(Comr. Pat. 1981).

‘ WhilettlsthepohcyoftheOfﬁcetoactmhar-
mony with the federal courts, 35 U.S.C. 302 permits a
regeest for reexamination to be filed “at any time®.
Thes, requests for reexamination are frequently filed
where the patent for which reexsmination is requested
is involved in concurrent litigation. The guidelines set
forth below will generally govern Office handling of
reezamination requests where there is concurrent liti-
gation in the federal courts.

CourT ORDERED REEXAMINATION PROCEEDING OR
LITIGATION STAYED FOR REEXAMINATION

Any request for reexamination which indicates that
it is filed as a result of an order by a court or that
litigation is stayed for the filing of a reexamination re-
quest will be taken up by the examiner for decision
six weeks after the request was filed. See § 2241. If re-
exsminstion is ordered, the examination following the
statement by the patent owner under § 1.530 and the
reply by the requester under § 1.535 will be expedited
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An.wky 213USPQ290(W 'D. Okla., l%Z);aadGadd
v. Control Laser Cofp. 217. USPQ 985 (CAFC, 1983).

Fanammmmmm
ATTHBTIMBTHEDE’I‘BRMWAT!ONONTHERB-

mknowntotheexammeratthenmethedetma

uonontherequstforreexammmonnmade,thefol-

‘comulitive to’ that which 'was 'be
(3) issues wh:ch werc ‘actuall esolved

wnththepnormbeforethefedeutconrtmdtbe
issues resolved on'the mierits by the: court, without
regardtoe:thettheﬁnahtyofthecourtdecmonor
whether the claims were held valid or fvalid.

(3) Wheré the claims were all’ held mwzhd by a fed-
eral court decison for any reason’'no snbmtml new
questzon of patentabﬂlty will be found.

@ Where claims havebeen held valld bythe feder
al court, reexamination will be ordered by the examin-
erxf(l)addmonnlprwrartxsrelwdonwlmhunot
merely cumulative to that before the coust; (2) the ad-
dmonalpmrarttmmueswhnchwerenotre-
solved on the merits by the court; and (3) the addi-
uonalpnorartmmatemltotheexammanouofat
least one claim. :

(S)Wheretbepuenteontamclumsmaddmw
those upon which the federal court ruled, reexmming-
tion will be ordered if (1) a substantial new question
ofpntentab:htyutothoaeaddmonalclammptaent

and (2) the same question was not resolved by the
. court in it decision.

(6) All determinations on requests for reexamination
which the examiner makes after & federal court deci-
sion must be approved by the examining group direc-
tof.

For a discussion of the policy in specific situations
where a federal court decision has been issued see
§ 2242.

s ety o the cou. T recaminati
ordered the reexamination will costimue until the

REEXAMINATION ORDERED '
.. Pursusst to 37 CFR: lSéS(a),thepamtawnuma

reexamination’ proceeding  must ‘promptly notify - the
-Office: of - any- Federal ‘court: decision: mvolvmg the

patent. Where the reexamination’ proceeding is cur-
rently . stayed . and - the -court  decision issues, - or.the
Oﬂicebeeomesawareofacourtdemonrehmtoa
pending recxamination proceeding, the order.to reex-

.amine-is reviewed. to see if @ substantial new question

of patentability is still present. If no substantial new
question of patentability is present-the order to reeax-
mine is vacated by the examing group director and re-
examingation is- terminated. See -Ip .re. Hunter, 213
USPQ 211 (Comr. Pats. 1982); and In re Wnchterle et
al, 213 USPQ 868 (Comr. Pats. 1982). .
Inmahngtherevwwaﬁa'the‘comdecnionthe
examiner will follow the same guidelines set forth
abovewheamahngadetermﬂonaﬂeracourtde—
cision. If the review reveals that only different non-
overlapping. issues are present, the seexamination pro-
ceeding will continvue on the different
issues and any previously ordered stay will be lifted
after the lower court’s decigion. If the review reveals
that any of the different issues sre, or may be, over-
hppmgwnthﬂwmmdwldedbythccoun,therecx
amination proceeding will be. stayed, sua sponte, by
the examining group director and any previously oe-
dereduaywnllbeoonnnuedunultheoourtdecnm
becomes final.
Oncetbecourtdecmonuunedntucontrollmg.ln
circumstances where vacating the order is. not appro-
priate, claims not under congideration because of the
court decision will be indicited as having been with-
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CITATION OF PRIOR ART AND REEXAMINATION O

drowe from comsiderstion becsuse of the coust dech
glon. Since cleimw held invelid will ‘be withdrewn
from consideration and sot reexamined during & reex-
aminstion proceeding no rejection om the ground of
&MW«&B&W&W

Pmm To STAY REEXAMMNATION PROCEEDING

, . Bacause oF LimicaTion -
" Any peﬁﬁoatomysmxmﬁoapmceeding.
which is filed peior 1o the deter-

becam
mination (}1515) and order to reexamine (§1.525)
will not be comsidered, but will be returned to.the
pmysubmtuuthemebythemngmdx-
rector: The decision: such & premature peti-
ﬂonwﬂl»bemdeofreeordmthereemnimonﬁle.
‘butno‘wpyofthepenuonwﬂlberemmbythe
Office. See § 2267. - £
Apenumtomytbereenmmuonpmceedingbe-
cause of litigation may be filed by the patent owner as
amoftumw:mmglsso

~§15353pmper Gﬂwtwuetherequemauycnly
‘notify -the ~Office > of ~thie litigation - purssant to
'51565(a)md§2282.1fﬂ1eotherpmsvtohugauonts
ot the. ,anypeﬁtlonbythatpartynsxm-
propermder}lSSﬂ(e)andwﬂlmtbecomtdered.
Any such improper- petitions will: be returned to the
partysubmmmgtheaamebytheenmmmggmupdn-
oftbeorderfor

Ofﬁceoftb»eAmmntCommmwforPamntsfor
decision. All decisions.oa-the merits of petitions to
stay reexamination proceedings because of litigation
will be made in the Office of the Assistant Commis-
sioner for Patents on a case-by-case basis. If a timely
petition to stay is filed, the exsminer should forward
thereemmmmonandpatentﬁlestotheOff’ceofthe
‘Asgistant Commmoner for Patents for eo:mderauon

LmGA'nON szmw AND Gnour Dmncron
- APPROVAL

InordertoenwrethattheOfﬁcemawareofpnor
or concurrent litigation the examiner is responsibile
for conducting a reasonable investigation for evidence
as to whether the patent for which reexamination is
mqwtedhasbeenorumvolvedmhﬁg&hon.'l‘hem-
vestigation will include a review of the reexamination
file, the patent file, and the litigation records main-
tained in the law library including the litigation card
ﬁbmdShepu'dsUS Citations.

If the examiner discovers, a¢ any time during the re-
examination proceeding, that there is litigation or that
there has been a federal court decision on the patent,
the fact will be brought to the attention of the group
divector prior to any further action by the examiner.
The group director must approve any action taken by
the examiner in such circumstances.

“Search No

mmmmmmwmemm:e-

will be stayed where sppro-

examination
priate uatil the coust decision becomes finsl. A con-

sent judgment is mot controlling es to requests filed by
a persoa not & party to the litigation.
2287 mmﬁnmmumm

Upmemdmdﬂnmummo&dm
theﬁexmmetmmtcoupuea “Notice of Intent to

mneacemﬁcatemaceordmewnhﬂcml.ﬂﬂ

and 33.U.S.C. 307 settin forth the results of the reex-
ing and the content.of the pateat

following the proceeding. See §.2288, .

«-~Normally the title will: not need to be mnaed
during reexamination. If 8 change of the title is neces-
-gary, it should be done as-early as possible in the pros-

ecution as a part of an Office Action. If all of the

- glaims are-allowed and a Notice of Intent to lsue A

Reexzamination Certificate has been or is to be mailed,

‘& change to the title of the invention by the examiner

may only be dome by way of an Exsmines’s Amead-
ment. Changing the title and merely initisling the
chnngeunwpetmnwdnreenmxm g

~If all- of the claims are discleimed in a patent under

reexammatxon,acemﬁtmemder”CFRlS?Dw:ﬂ

be issued indicating that fact.

In preparing the reexamination file for publication
of the certificate; the exsminer must review the
reexamination and petent files to be sure that ol the
appropriate parts are ., The review should
mcludecomplehonofﬂ;efoﬂowmgttems.

a. the “Reexamination Field of Search” and the
"0 be sure the file wrapper is filled
in with the classes and subclasses that were actually
searched and other areas consulted. '

b. the “Claim No. For O.G. box—to be sure that a
representative claim which has been reexamined is in-
dicated for publication in the Official Gazette.

c. the “Drawing Fig. For O.G.” box—to be sure
that an appropriste drawing figure is indicated for
printing on the certificate cover sheet and in the Offi-
cial Gazette.

d. the “Litigation Review” box—to be sure that the
Office is aware of prior or concurrent litigation.

e. face of the file—to be sure that the necessary
data is included thereon.

f. the “Index of Claims™ box—to be sure the status
ofeochclnimuindimtedmdtheﬁmlehimnumbeu
are indicated. ,

Theenmmexmtmdlmesﬁﬂmubluem
glip form PTO—270 snd include the current interns.
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reeumhmon ﬁle st the' eouclusion of the proceed
in%e eummer must also complete a‘checklwt._form

i ;‘u (u;) now

s Claimfg) o (and ; havmg beal
Mydcwmodtobeunpatenhb!e,xs(are)can-
celled. '

J Clmm(s) (and)’ s(are)deﬁer
mlwdtobcpatentableasamended.mm -these
chum(s) to be printed on oemﬁcate.)

k. Claim(g) {and):. dq)endent

onanammdedclmm,u(are)determmedtobepat—
entable. (Note:, to be used for. claims which are no?
amended.: Amendedclmmsmustbelmtedm;above)

‘1. New. claim(g): i (@0d) . is (are)
addedanddetemnnedtobepatentablc (Note: these
claim(s) to be printed on certificate.)

m. Claim(s) — (and) was (wq:_re)
not reexammed. ‘

n.  Other (1dentify t:lanms and . status)
" 0. Any decision of the Patent .and Trademark
Office, Federal' court or. other forum which may
affect the validity of the patent, but whnch have not
been considered during reexamination.

After the examiner has completed the review and
thereexammauonandpatentﬁleahavebeentumed
in, the reexamination clerk will complete the Reexam-
ination’ Clerk Checklist Form PTO-1517. The reex-
amination clerk will revise and update the files and
forward the reexaminstion file, the patent file, clean
copy of the patent, the Examiner Checlklist-Reexami-
nation PTO-1516, eand the Reexaminstion Clerk
Checklist PTO-1517 to the Office of Publications for
printing vis the appropriate Office.

'l‘heclerknhouidchecktoaeexfmycmmmes-

pecially: -

@)Acumewnnbehmumhpmnt
.instion proceeding hes beea ordered wnder §1:525. Any stitmtory

'm
’ (c)lhwuﬁutewmbemﬁhdonmeduyofmduetothe

o b. m mmtor.

g the assignee, ‘ «

i dl themnﬁnuinz dtu,
e thie forelgn priority;

f. thelddreuoftheowner’uttomey. ‘

@ the requester’s address
hnvebeenpropeﬂyemeredontheflceofthereemm
mauonmdpatentﬁlatndmthePALMdaubue

m m«amm

35 UsSG .wr @ m
ed m ofpamwwm.l unpamnbiﬁo.

mmmmmmmmamwpo-

,cuﬁa.humm&emwi&:nuudwc

in 'which o reezans-

mﬁubymmommuuwcmotmm

mmmutheddmummdformﬁlﬁ(e) A copy of
theeunﬁmewﬂlahobemﬂedmmerequamof raexmin-
tion proceediag.
(d)!faeuuﬁutehubeenmndwhwhmkaﬂofthedm
of the , no further Office proceedings will be conducted with
reguﬁto’mapawmormyrmeapphummormxmimﬁon

requicsis relating
(e)Hmcmmmthwmmwmemof
& reimmed patent &5 provided in § 1.565(d),. the reissucd patent will
eommthereeummuoneemﬁeuereqmredbythumm
35US.C.307 B
(ﬂAmeofthemumceofencheerﬁﬁemmderthnwcuon

wﬂlhep@hhedintheWGumeonmdnteofm

Smmabandonmentunotpouiblemareexamma
tion proceeding, a certificate will be issued at the con-
clusion” of the proceeding in esch ‘patent in which a
reexamination proceeding ‘has been ordered under
§ 1.523 except where the reexsmination has been ter-
minated by the grant of a reissue patent on the same
pateat. .

Theceruﬁcatewnllsetfonhthetesuluofthe pro-
ceeding and the content of the patent following the
reexamination proceeding.

The certificate will: :

a. cancel any claims determined to be unpatentable;

b. confirm any patent claims determined to be pat-
entable; -

¢. incorporate into the patent any amended or new
claims determined to be patenublc

d. make any chnnges in the deocnpt:on approved
during reexamination; .

e. inclade any stntutory dnchmer ﬁled by the
patent owner;
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i claims not reexamined;
thedayofludatetothepcunt

holding by anotlier! fol f:
patems or printed pubiwmom,
s Pfovim m

Pl k tle. ;
It‘a certicate ucm;slwhich caneels all ofthe clmms

of the patent, no
conducted with. regardrw,;\.tht ‘patent of say: reissue
applmnon or reexamination requést: directed thereto.

*If & feexamination procéeding is terminsted by the
int ‘of & - reissued patent a8 - provided ‘for in
1:565(b), the reissued patént will constitate the reex-
amination " certificate reqmred by 3B USC 307 and
this section.

A notice of the’ 1ssuance of euch reexammanon cer-
etificate will be publiched.in the Official Gazette on
ltsdateof:ssuancema' rmat similar to that used for

o e, ¢

 Alirseexsminition casei-are screened:for: obvious
erroﬁ and pioper ;preparation-in order:to istue a:cer-

tifibate. A - patentability: review: iwill :bé:'made in-a
mpleofreexannnatmcambytheQuahtyReﬂew .

Examiners! This: review:is: an sppropriate vehicle to
provide information on the umformxty of practice and
to help identify problem areas.
2290 Format of Certificate

The reexamination certificate is formatted much the

same as the title page of current U.S. patents. The. . .

certificate is titled “Reexamination Certificate” and i in-

cludes the patent-number -of-the-original. patent pre-
ceded by the letter “B” and the number of the reex-

amination proceeding of that patent. For example, “j»

for first reexamination - certificate and “2” for the -

second reexamination: certificate. The letter demgna

tion dzstmguxshes the certificate 4s bemg a.reexaming-

tion certificate. Thus second: reexamination certifi-
cate for the sime pateiit would be’ desxgnated as “Bz"
followed By the patent aumber.

The certifi cate denotés the: date thc ccmﬁcate was' '
issued at INID. code- [45] ‘(see -§ 901.04). - The - title,

name of inventor, international and U.S. classification,
the abstract, and the list of prior ‘art documents
appear . at their respectlve INID code designations
much the same as is presently done in utility patents.

The primary differences, other than’ as indicated
above are:

1. the filing date and number of the request is
preceded by “Reexamination Request”;

2. the patent for which the certification is now
issued is identified under the heading “Reexamina-
tion Certificate for”; and

3. the prior art documents cited at INID code
[56] will be only those which are part of the rees-
amination file and cited on forms PTO-1449 (and

;Q/I.S%e)and wmpy

s :i I y S gl 3
printed- mdmms the amendmems thereto. Any prior

: "wmdmwﬂlbetdcnuﬁdmweﬂmthem-

m;g‘_‘o!' the, court decmom.

The .. Official . Gazem -notice wﬂl mclude biblio-
grapluc mformatlon, and ankmdmtnon of the status of

Additionally, a representatlve clmm will be pub-
lished along with an mdncatxon of any changs to the
specification or dra ng.

stapled to each copy.©
‘A copy of the cettifica
any patent copies prep
to the issuance of the ‘certificate.

A copy of :the:cestificate Wwill aleo bé forwarded to
all depository libraries .and to_those, fomgn offices
which have an’ exchange: agreement with -the U.S.

2393 Intervening Righis

35 US.C. 307. Certificate of patentability, unpatenmtability, arnd

claim cancellation.

o ’; s T e ® @

(b)Anyproposedmendmentornewchlmdetermedwbe
patentable and incorporated into a patent following a reexsmination
proceeding will have the sime effect as that specified in section 252
ofth:sutleformmmdpu&mlsonthenghtofanypuwnwho

- made, purchssed, or used ssy thing patented by such proposed

amended ornewclmm,orwhomndesubstanmlprepamforthe
same.pmrtomunnceofacer}nﬁcn&eundertheptovmofmb—

C .-.,_lectlon (a) of this uecmn

The sntuatlon of mtervemng nghts resultmg from

\ reexammat:on proceedings: ‘parallel those rsultmg
from reissue proceedings and the rights detailed in 35
- USC. 252 gpply eqmlly in re¢xamination and reissue

SItllatIOl‘ls.

| 2294 . Terminated Reexamination Files

‘Terminated reexamination files in which reexamina-
tion has been denied should be forwarded to the Files
Repository (Location Code 920) for storage with the
patent file.

The files sent to the Files Repository must have
either (1) a certificate date and number (i.e. 2 Reex-
amination Certificate has issued), or (2) the word
“Terminated” written in green ink on the face of the
file at the top between the word “Reexam” and the
patent number. The Reexam Clerk in each group
should make sure that an appropriate refund has been
made before the word “Terminated” is placed on the
file, and the file is sent to the Files Repository.
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UV B1a016,198 (12h)
WIRE ELECTRODE FEED SYSTEM
AL DISCHARGE MACH

Age. 5, 1977, Ser. Ne. 532,200, Dec. 12, 1976,
U.S. C1. 21969 W Int. 1. B23P 1/08

AS A RESULT OF REEXAMINATION, IT HAS
BEEN OETERMINED THAT:

The patentability of claims 2-5 is confirmed.
Claim 1 is determined W be patenisble as amended.

1. In e; electrical discharge machini amumuia-
clmgammwdhv&nhemhk peovides

said workpiece being mounted oa o first table coatrol-

lably moveble in an X anigl direction,
ing further mounted o8 @ second

trolled movement in 8 Y anial direction;

electrode wire being maintail

sble, vertical path by & peir of 6

ssid guide rollers having its axis of rotation 3

casl to the azis of rotation of i

tively, each of wsid last mentioned gui

Ve for adjettment 10 o procie degres of dhe verts
ment 10 & precise verti-

cal path o‘?u:ad wise proximaie 10 taid workpiece

udg:‘rh of said lass mentioned guide

clrcumferential groove for resgining said wire.






