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§ 2300.01 Inh'oducﬁon [R-2]
‘Title H of the Patent Law Amendments Act of
1984 (Public Law 98-622) combined the Patent and
TrademarkOfﬁceBoardoprpealsandBoardof
Patent Interferences into 3 new board, the Board of
Patent Appeals and Interferences (Board), and amend-
ed 35 U.S.C. 135(a) to provide that in an interference
thejurwd:cuonofthenemerdwou!dextendmt
only to priority of invention, but also to questions of
patentability. These provisions took effect on Febru-
ary 8, 1985. On the next working day, February 11,
1988, the former interference rules, 37 CFR 1.201 to
1.288, were replaced with a new set of rules, 37 CFR
1.601 to 1.688. With a few exceptions, the new rules
apply to all interferences declared on or after the date
of - their adoption; interferences declared. pmr to that
date will - continue tobegovemedby old rules
covered in Chapter 1100. :
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~ (in which case a reversal ‘of

January 29, 1985 (1050 O.G. 385), included
thetextof.therulec,butalwadhcuﬂgiou

under the new rules
this notice closely, e S
Attention is aiso directed to the correction potice
published in the Federal Register on May 31, 1985 (50
F.R. 23122) and in the Official Gazetie on October
22, 1985 (1059 O.G. 27). e
It is believed that the statutory changes, and the
new rules, will result in a more rapid ‘determinstion of
the rights of the parties, and avoid the | engthy pro-
ceedings which have.characterized some intexferences
in the past. Since the Board has: been: given: jurisdic-
tion to decide patentability, it will no longer be Beces-
sary to decide whether or not an ancillary to
priotity”;; the Board: can now
issues in the interference, . if..p

questions ex parte

ference and pursuing patentabilif .
erence). Each

‘would require reinstatement of the erence). Each
interference under the new rules.is assigned fo an €x-
aminer-in-chief; who-is-éxpectéd to' exercise such con-
trol over the interference that it will ‘fict' normally be
ing before the Board ‘more than twi
CFR 1.610). 37 CFR 1.616.provides. that appropriate
sanctions may be imposed by .an . examiner-in-Chief
against a party who fails: to- comply with ' the interfer-
ence rules or an order of the examiner:in-chief or
Board. The ultimate sanction. ' of ‘adverse judg
ment against the party, may be imposed by the
- im an extreme case. T R "
The interference practice is based on 35US8.C. 135,

as amended' by P.L.:98-622 .

35 US.C. 135. Interferences. (s) Whenever an application is made

Board

for & patent which, in the opinion of the Commissioner, would

interfere with sny pending application, or with “any ‘umespired
patent, an interference may be declared;and the Commissioner shall
give notice of such declaration & the applicants, or spplicant and
patentee, as the case ‘fasy be. The Board of Patent Appesls. and

jons of priority of. the inventions
end ‘may determine_questions of patentability. Any final decigion, if

adverse to the claim of gn applicant, shall constitute the final refus-

al by the Patent and Trademark Office of the claims involved, amd
the Commissioner may issue’s patent to' the applicant who'is ad-
W:ih’efpﬁdr'invm;wlmﬂsjndgmem?advem to & pateniee
$rom ‘which no_appeal or other review has been or can be tsken or
haed shall - constitute . cancellation of the clsims involved in. the
1,.and notice.of such cancellation shall be endotsed on copies
of the patent distributed after such cancellation by the Patent snd
Tnde‘m’r'l&"Ofﬂcc.' PR S N PP S

(6) A claim which is the same 83, Of for the same or substantielly
tbeumembjectmmer.u.achimofaniuwdpncntmayumbe
made in any application unless such & claim is made prior o one
year from the date on which the patent was granted. .'

(c) Any agreement of understanding between parties (o &n inier-
ference, including eny collateral agreements referred to thereia,
mdc%nconmcﬁonwithorinconmnphﬁonofthetemﬁaaﬁonof
the interference, shall be in writing and 8 true copy thereof filed im

- CGoverament
lMdpodemFMwﬁkt&empyol‘m
unenforcesble

LBSOCERVEY  O0LS wadgedl)
st snd Trademark Office belore termination of the ia-
- ummmmmwam

wii

agreement ammusﬁy}wmmrwm
gubseguenily Mmmyw-

‘period 0 the termination of the ia-
!zrmuwmthepuﬁumthemeemeanrmdemnd-
ing. T LR
The Cosmmissioner shall give aotice t0 the parties or their ator-
neys of record, a reasonsble time prior to’said termingtion’ of the
notice st a Ter tiine, irrespective of the right to file such agree-
goodcme,thepcmesmyﬁlcmchw -or uaderstanding

Any discretionsry sction of the Commissioner under this subsec-

gecton' 10 of the Administrative Pro-

interference proceedings (o
tween two oOr more applicants for patent or ome C
more applicants and one Or more: patentees .is:the first
inventor of a ‘patentable invention. Prior to: February
11, 1985, the deterimination was made by a Board of

" The Patent and Trad

Patent Interferences. The Patent Law ‘Amendiments
Act of 1984, Public Law .98-622, §§201-202 com-
bined the Board of Appeals and the Board of Patent
Interferences into a single Board of Patent Appeals
and Interferences (Board) and suthorized the ‘Boatd
to consider priority and patentability in interference
cases oo R PR

In view of the discretion given the Board -under 35
U.S.C. 135(a), as amended by Public Law °98-662
(“The Board . . . . may determine questions of pat-
entability . . . ") the rules set forth in this-chapter
will apply to all interferences declared on' or after
February 11, 1985, except in special circumstances,
such as: (1) interferences which are declared as a
result of a motion made in another interference which
was pending - before the Board before February 11,
1985, (e.g., an interference declared as a result of a
motion under 37 CFR 1.231 to declare an additional
interference); (2) an interference related to another in-
terferenice declared prior to February 11, 1985 (e.g.
an interference involving a method of using a com-
pound where an interference involving the same par-
ties and the compound was declared prior, to Febru-
ary 11, 1985); and (3) an interference reinstituted sfter
having been dissolved under-the old rules-(37 CFR
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w moM W(z«mfu wmmm ‘wler
‘been distolved ‘aa d tevult of & motion under 37

CFR123lvaeonﬂwgronmw
ity where:the applicant bus obtsined allowance of the
tlaime: held unpatenisble in the decision on’sitotions).
memmmmwmmmumum
mmm Wil ‘,

=" meruksmdmovméofﬂmahw
the PTOseeheomprovemdermeprmdmw
thattherigmsofpurtmmmmfaemmdem
mined at an early date and the overall process of ex-
amhmgpmﬂuqmﬁaﬁmuwahqumchwﬂwﬂul
interferences is simplified
Thenewruksmtmmferencamsetforthbam
m!ﬁ!ﬁOlﬂnmmhltms'ﬂm:umrnmstqmweem
tudyﬂw;mamnuIMmmnawenw5(37CFR.lﬂn
through 1.288). A “six hundred”: number series is used
for the new riles.’ The use of a six:hundred number
muwsﬂxlhenmw:uksvwﬂpmnnt-umwunlmmvdk
usls “to - research’ ‘published: decisions: (e.g.,: F.2d,
USPQ)orcmmmnuuwdkmmlnauudlarwmx(ég,
IlﬂﬂShmmgﬁwanan‘“' : :

1.205@) . - ) . . L606
1.205(b) . . 1.607(2), (c)
1.205(c) o L60Nd)
new - : . 1.608 (2)
1.206(a) 1.607(%)
1.207(a) 1.609

pew o 1.610
1.207(6) 1.611-

1.208 1.613(b)
1.211 1.614

1.212 . 1.615

Bew. 1.616

1.228 1.617

new 1.618
1.215(s) 1.621(a)
1.215(b) 1.621(b)
1.215(c) 1.62%(c)
1.216{(s) 1.622(z), (b)
1.216{a) (1}-(6) 1.623(a)
1.216(b) 1.623(c), 1.624(c) 1.625(c)
1.216{c) 1.666

g o<t A0 1R IAR

 Former Rule

£.217(a)
1.217()
£.218

1.219

1.222

1.223

1.224 .
1228
1226
1127
oEw

£.231

1.237 -

1.238

§.242

1243

1.244 .
1.245“ )
1246
l u1‘ R [

1251 "
1252' 7
BIEF . o B T
1-254 ERNEE NN S S H
1.255
1.256

1:357(a) ~

1257(5)

1.258-

125 o
1263

1.264
1.265 -
1.266
1.267
1.268 -

1.271
new
1.27%s)
1.272(b)
1.2792(c)
1.273(2)

nEw X
1273(0)
1.274
1275
1276

1.277
1278

1279

1.281

1.282

1.283

1.285

1.286
1.287(a)(1)G), (i)
1.287(a)(1)(iii)
1.287(s)2), 3)

1.28%®)
1.287(c)

2300-3

1647

 Revised Rule

1.624(a), 1.625(a)
1.623(a)
1.621(s)

1638,  1.636, 1.637(b) 1.638

- through 1.640 -

16“
1645
=i '!6(6

1.671{H)
1.671(g)
1.672(s), ()
L672(d)
L672(e) (0
1.673(), (¢), @),

1.673(e)
1.673(0)
1.674
1.675
1.676 -

1.677
1.678

- 1.679

1.645(a)

1.662
1.683
1.683
eliminated
1.673(b)
1.673{a)
eliminated

1.687(b)
1.687(c)




amm«mwmm
. Former Rule s Revised Rule
12871y i 1.673(c) mae
1.287(dX2) 1.616
1.287(e) o 1.687(d)
1.288 - 1.688

2300.02 . Outline ol Ilterferenee Procedure [R-Z]

The following stamement appears in 2 “sectton-by-
section” analysis submitted for the Record by Repre-
sentative Kastenmeier during discussion of H.R. 6286
(Pub. L. 98-622) on the floor of the House (130 Cong
Rec. H10528, columns 2 and 3):

By (81 expected that interferences will become
sunpler, more: expedmous, and less costly. Under
the bill, all issues ‘of patentability and pnonty
which arise m,_ interference can be decided in'a
single proceeding rather than in a series of cam
plicated inter parres and ex parte proceedings.’*:

Under the rev:sed' riles, mterferenees are dectded

(1) priority of mvelmm, {2) patentabllnty of any claim
corresponding to a ed’u‘nt both as to applicants ‘and
patentees, (3) any'is of interference-in-fact as’ to
any count, and (4) any. other issue necessary . to re-
solve the interference.. The rules permit an interfer-
ence to be declared oni the basis of a single count’de-
fining one patentable invention in interferences ‘in-
volving patents as. well as applications. The Board
also has jurisdiction:to determine whether counts are
patentably distinct. .

When an interference is declared, an emmmer-m-
chief is assigned to handle the interlocutory stages of
the interference. An ‘éxaminer having full signatory
authority determines. when one or more applications
Or one or more apphcatlons and a patent claim the
same patentable invention. When the examiner makes
such determination, the examiner will forward any in-
volved applications or: patents to the Board. The ex-
aminer will designate, ‘at the time the involved appli-
cations or patents are sent to the Board, the claims of
any application and.patent which correspond to each
count. The examiner-in-chief can subsequently desig-
nate additional claims to correspond to a count. The
examiner-in-chief assigned to handle the interference
will issue a notice to the parties declaring the interfer-
ence.

The object of the lnterference will be to resolve all
controversies as to all interfering subject matter de-
fined by one or more counts. A final decision in the
interference will determine who, if anyone, is entitled
to claims which correspond to a count. Any decision
adverse to an applicant by the Board will constitute a
final refusal by the PTO to that applicant of the
claims involved. Any decision adverse to a patentee
constitutes cancellation from the patent of the claims

involved.

MANUAL OF PAMW PROCBDURE ‘

,mvmw mmam any) issue. hm

the. exsminer end wonld govern fnmws p
mahmm.m pOvg i a0 owloesdy g TR R ‘a
o:The -desigastion. of :a - single: examiner-in E ]
hmthemmiocmmylp memmwﬂl
peemit:-better mansgement of; and control .over,inter:

fereneepmeeedmgs.'l‘hemlaprowdethmﬁmbe-
set:-and the examiner-in-chief, exercise control over
proceedings in.the interference such that- pendency of
the interference. before: the Boerd from declaration to
final. decision. will, not .normelly. exceed 24 months
The examiner-in-chief should be familiar with the his-
tory of the interference and.will. be. sccessible to
counsel for the parties.; For example, an examiner-in-
chief, where appropriate; may;conduct telephone con-
ference:calls to obtain agreement. of the parties on: the
setting of schedules., The rules.also permit-the examin-
er-in-chief to hold hearings in the PTO or.by confer-
ence:telephone; call.in order to expedite or-settle inter-
locutory- issues in interferences,-Any.hearing . can be
transcnbed by & court; -, under: such conditions
as an examiner-in-chief or.the Board; deems-appropri-
ate, The examiner-in-chief;; where appropriate; will be
availsble: by :phone:to ruleson the admissibility- of-evi-
dence in the:event, parties encounter-unusual, problems
during the taking of depositions. . JThe. -examinersin.
chief will also be available to rule on requests for pro-
duction of documents  which take place during cross-
examination. Oral orders given by phone will be fol-
lowed by written orders.

At the time an interference is declared ‘the examin-
er-in-chief will set'a”time for filing preliminary mo-
tions. The prehmmary ‘motions can include: 7

(1) A motion foi;Judgment on the ground that a
claim corresponding to the count is not patentable to
an opponent un under 35 U.S.C. §§ 102, 103, 112, or any
other provision of law. '

(2) A motion for judgment on the ground that
there is no interference-in-fact between the clanms of
the opponents in the interference.

(3) A motion to-add or to substitute new counts,
to amend a claim corresponding to a count, to'desig-
nate an application or patent claim to correspond to a
count, to designate an application or patent claim as
not corresponding to 8 count, or to require an appli-
cant to present a clalm to be designated to correspond
to a count.

(4) A motion to substntute another apphcatlon for
the application involved in the interference or to add
an application for reissue to the interference.

(5) A motion to declare another interference.

(6) A motion to be accorded the benefit of an
earlier application or to attack the benefit of an earlier
application which has been accorded to an opponent.

Other motions are permitted as necessary, such as a
motion to amend the count and/or a claim corre-
sponding to the count in response to a preliminary
motion for judgment.

Oppositions to motions are permitted if filed within
a time set by the examiner-in-chief. Replies are also
authorized. Papers which are not authorized by the
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tarneld vallled)an o oy essnseier a ip sl
A preﬁmiauysmmwu M pmrmcm

wum&wwﬁh thc pmlmmy mmm ouﬂined
.iMotions will. be, decnded by mfﬂmncr-;nﬁc

who, may; consult. with, ane €50 ; md

mmmmy wluch heye.not. peeviously been dec

by .the .examiner., The ner-in-chief-may grant a

mot:on, deny a mouon, defer consideration ; on , the

g ju "perod 1 set '
the partxes to file motions for dditicn WEFY.
The scope of ' the’ addmonal dnscovery would be‘the

Wheuatxmepenod:ssetfor ﬁlmgd:scoverymo—
tions, or afier discovery has closed, the examiner-in-
chiéf will set a 'period: for taking testimony.: Any: party
wishing to:take the testimony: ofawnnesseanelectto
have the testimony of the, wntneJSG taken by, depc itig o
or presented by affidavit. A transcript of an ex parte
de i caii ‘be ised 4s an affidavit. If ai affidavit is
pr"esented tlié opposing paity tiay theii‘cross:examine
on-oral’ deposmon Any redirect will take place ‘at the
deposmon “The:'; party calling: the' witness is: ‘Tesponsi-
ble for securing a couit reporter and filing “the tran-
scnpt and record associated with' cross-mmmanon of
its witnegs. : ;

In the event a party needs tesnmony from a tl'nrd-
party who will niot ‘appear uiiless a'subpoéna‘is issued,
including ‘a hostlle ‘witness, diréct and cross-exatiifia-
tio: ’ti’mony may’ be taken on’ oral deposxtmn “The
‘fiilés’ provxde that prior authofization of ‘a éxarinér-
in-chief is required before a party can’fake testimony
by issuance of a subpoena under 35 U.S.C: §24. The
revised rule ‘thus “adopts’ the policy 'of ‘Sheehan v.
‘Doyle; 513 F.2d 895, 898, ‘185 USPQ 489,492 (Ist
Cit.), cert. denied, 423 U.S./874 (1975),-and Shechan v.
-Doyle; $29 F.2d 38,40, 188 USPQ 545, 546 (st Cir.),
cert. denied, 429 U.S. 870 (1976), reheéaring denied, 429
U.S. 987 (1976), and rejects the policy announced in
Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95,
101-102 (Sth Cir. 1979). Testimony obtained in: other

proceedings, €.g., ‘another interference or an infringe-
ment action, may be used if otherwise admissible.

Under the rules, the Federal Rules of Evidence are
made applicable to interferences, except for those por-
tions which relate to criminal actions, juries, and

BTN ;;EZ

other matiers not: relevant. mmimm
mw Inyebet] i.f 2ot s DO T

(1) Rele 108(eh P T ? .
! (2) Rulle: 104 (c);: (d). md (e)

1(3) ‘The' lafighage in' Rule: 105~whlch
instruct the;ury aocérdmgly” ‘ g -
)_Ruleﬁbf(g?’ PN
U(S) The lungua’ge in’ Rul 403 w‘luch reeds "or

‘,.fj.sthé‘juty e ST

mas‘w

RN

(9) Rule 412

.- {10}.] Rule 606 . L

(ll) The language “whether by an accused"' and
“other” in the last sentence of Rule 607.

(12) The provisions of the first sentence of Rule
611(c) relating to leading questions on direct examina-
tion-do not apply to- statements made in an affidavit
authorized to be filed under the rules. - . -

(13) The language “Except as otherwxse pmwded

order shall be one stnkmg the "festimony : or, ﬂ'me

court in its discretion determines that the interests of

Jjustice so require, declarmg @ mistrial” i in Rule 612.
(14) Rule 614. . vk e o b

(HRule06

(16) The language “excluding, hOwevfer; in cmin
nal “cases .matters _observed : by police  officers “and
other law enforcement personnel” and “and sgainst
the Government in criminal ¢ases” in Rule 803(8).

(17) The language “but not including, when of-
fered by the Government in a cCriminal prosecution
for purposes other than’ itnpeachment, judgments
against - persons- other than the second“ in Rule
803(22).

(18) The language “prosecutlon for homlcxde or
in " in Rule 804(b)}{2).

(19) . The language “A statement tendmg o
expose the declarant to criminal lisbility and offered
to exculpate the accused is not admissible uriless cor-
roborating circumstances cleerly indicate the trust-
worthiness of the statement” in Rule 804(b)(3).

(20) Rule 1101 (a), (b), (d)(3), and (e).

The examiner-in-chief; will set a period for filing the
record. and briefs. Oral hearings normally will be held

‘before a panel consnstmg of the examiner-in-chief as-
“signed to the interference and two other examiners-in-

chief. The panel will render a final decision in the in-
terference. Requests for reconsideration are permitted.

-In rendering its decision, the Board will consider
only that evidence which can be made . available to
the . publlc under § 1.11(a).. Accordmgly, the Board
will not consider evidence which is submitted under a
protective order issued by a court if release of that
evidence. under § 1.11(a) would be inconsistent with
the terms of the court’s order. _

2300-5




.5 L m%w%mmmmm
U.S. Court of Appeals for the Federal Clirciit or an
appropriate U.S. district court. Any reviewisg court
can review all aspects. of the decision: including pat-
entability, . priority; and . all . relevant. medocetofy
orders, such as denials ofdmvecy

Except as noted sbove, the revudfmletauapph-
cable to all. interferences declared on .or after Febru-
ary 11, 1985, Interfereucee declared priog to Februsry
11, 1985 continue to be governed by the. prioe. rules
(37 CFR §§ 1 201-1.288 (July 1, 1984)) and wm be de-
cided by f the Boerd of Patent Appeals
and Interferences. Actions previonﬂy taken by a
patent interference examiner OF examiners of mterfer-
ences will be taken by an examiner-in<chief. =~

An anticipated time schednle for & two-perty inter-
ference follows:

" Tiie from ot

1 -Eveat W cLoocevengimdie
.. " | esforence | serferene
!ntcrferencedechred(]&")
3 of, ¥ aue:neus 1

( .63 ))
I(e

oéﬁoﬁw-mm»‘ % g

TiRions

1. 5!(:), 1.687(c)).
ition o motion for dis-

w,z,s Bl s
Y ; .
“Y( 630(b))

eiet foc.
Biief ﬂo:mm panypm  (1.656).0rc
Reply bricf for junior party (1.636).

Final 634)
Decision (1.658} . s

2301.01 Preliminaries to au Interference [R-iZ]

An interference is often an expensive and time-con-
suming proceeding. Yet, it is necessary to determine
priority when two applicants, or an appbcant ‘and a
patentee, are claiming the same patentable subject
matter and their filing dates are close together that
there is a reasonable possibility that'the first to file is
not the first inventor. The fact that an application is a
reissue application does not preclude it from being in-
volved in an interference.

The greatest care must therefore be exercised both
in the search for interfering applications and in deter-
mining whether an interference should be declared.

mm ﬂ!’ PAMW mocemmn

m%mmw&ymm:m
mm.mm&mﬂw
mmmmwwmmw
&mnmmmueﬁmbywmym
mm-moﬂmm:em
necésiary e - bereinmer umed, tmt ‘cach’ W
muubewefnﬂyeonﬁdemdtfmom«mmtobe
mmnmgwhethermmtetferencemm
sary, a clsim should be given the broadést interprets-
nonwﬁchnrmomb!ywdlsupwt,bmmgmmd
thefoﬂowmggeueralpnnmples
(a)'l‘hemterpretat:onshou!dnotbesmm :
@)Expteuhmxmnommtheclmmshouldnmbe
ignored mor should Iimitations be read therein. ‘
L © Before a claim (unless itisa patented clmm) is
considered as the basis for the count of an interfer-
cwethechxmshouldbeallowablemd'mgoodform.

mgnee
mustbesnbm:uedtotheAwgnmentDwmonfma
utletepott. SR
(t)lfdoubuemtastowhethertheremanmter—

An mterference between
dnﬂ'erent groups.is declared by the group where the
controumg interfering claim. would be classuﬁed. Ap-

After. wnmmnon of the mterference, further transfer
maybenecwsarydependmgupontheoutcome ,
2301.01(b)  The Interference Senrch [R-2]

The seu'ch for mterfermg apphcatnons must not be
limited to the class or subclass in ‘which the applica-

nonmchwﬁed,butmustbeextendedtoallclasses

mmwoftheexammmggroup,whlchxthasbem
necessary -to search in the examination of the- applnca

-tion. See § 1302.08.

- Moreover, the posslbalnty of the exnstence of mter-
fermg applications should be kept in mind throughout
the prosecution; Where the examiner at any time finds
that two or more applications are. claiming the same

“invention and the examiner does not deem it expedi-

ent to institute interference proceedings -at that time,
the examiner should make a record of the possuble in-
terference as on the face of the file wrapper in the
space reserved for class and subclass designation.
Such notations, however, if made on. the file wrapper
or drawings, must not be such as to give any hint to
the applicants, who may inspect .their own applica-
tions at any time, of the date or identity of a. sup-
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iner-in-chief may, however, be consulted for advice.

'Ihegroupdnrectorshouldbeoonsultednfxtube—
lieved ‘that the circumstances justify an interference
betweeti appliationa neither of which is ready for al-
lowancc

230102 Definitions [R-2]

37CFleISmafquWmmsnbp¢ngovemthe
procedure in petent interferences in ‘the Patent aad -Trademerk
Olﬁoe.mmptrt:hnllbeeomuuedtosecmthejmt,speedy.
and inéxpemsive detérmisistion of evéfy interference, For the méan-
msoftermsmtheFederannleowadencesapphedmmterfer-
euees.ieeﬂG?l(c}Unlusothawuccwﬁm&ecomext,the
ving delinflions spply o this sebpart: & s
“(a) * Addﬂionddheovery"nd:mverytowm:pnnymybe
mﬁ&dfm!lm&mmmdumywwmmems
mmnlmfofngbtmdetﬂﬁma)md(b).
Y ¢ Aﬁd@vﬁ”mdﬁdavn,decmuonuderﬂﬁs,orm
tory déclatadon tnder 28 U.S.C. §1746. Amofmexm
depocmonmybewdumaﬂidavn.
z (c)“Md”mmtheBoudofPamAppukmdlnmfer-

ences:
(d)“Cue-m-chxd”meumthnpoﬂmnofnmy’swewhetethe

party has the burdes of going forward with evidence. . -

. means pqrmofaparty‘scasewhere

(e) “Case-in-rebu
tbe pcrtypreuentsewdcnce lp 2 Wto the cese-m-c!nef of an-
‘other pariy.

A “com”deﬁnathcmtertenng mbpctmmbetm(l)
two or. more spplications .or.(2) cae of more applications and cae
Of mote . Whenthe:esmouthanoneooum,eachcomt
shnlldeﬁnensepamtepnwntablemvenuon Anychnnofnnapph
auonorpueutwmchoorrespondstoacmmtuachmmvolved
in the interference within the mesning of 35 US.C. §135(). A
claitn of a patent or application which is ideatical to 2 count is said
to “correspond exactly” to.the count. A claim of a patent or appli-
unonwhlchtsnotldeuucdtoacount.bmwmchdeﬁnutheme
patenublemvenﬁonumecouat.uuidto “correspond substantial-
Ty* 10 the cosnt! When & count is'broadet in scope then all claima
‘wlncheonupoadwthecnunt.theeoumma“phnmmn&”A
phantom count is Bot patentable to eny party. ..

(2). The eﬁecﬁveﬁlmgdate”ofmapphuuonorapatemuthe
ﬁlm ‘date of an earlier hclt!onaccotdedtotheapphcauonor
patenttmderSSUSC 5{119, 120, or'368.

(h)lntbecueofmapplum“ﬁhngdme“mumtheﬁlmg
datemgnedtothc:ppl:cwon.[nthemeofamt,“ﬁhng
dm”mmtheﬁlmgdm:wmdtotheapphcntmwhwhmued
as the patént. |

(')An“mtetference uaproceedmgmtutedmthehtentmd
Trademark ‘Office before the Board to determine amy question of
patmuhhtymdpnmnyofmvcmlonbetwemtwoormorepamu
ctmnahenmepamub!emvenuon.mmeﬁmmybede-
clared between two or more pending applications naming different
mventorswhen,mdxeopmonofmemm.dleapplmnomm
tain claims for the same patenitsble invention. An interference may
hedeclmedbetweenomormorependmgtpphcuwnsmdoneor
more unexpired patents seming different inventors when, in the
opmlon of &n examiner, any applzcauon and any unexpired patent
contain claims form“nmepatenuble invention.

(i) An “interference-in-fact” exists when at least one claim of a
party which cosresponds to & count and at least one claim of an

123

moabebdfofamymdkthcmmmyorwwmmm
WMWNMWMMMMm

?" (l u,Wmmnvolvednthe-

or{d)a hﬁwmweormmiaaeedmwpk

cent or petentée involved i ea interférence. Where scts 'of & pasty

are notmally performed by an aitoriey or agest, “padty™ way be

construed to mesn the sitoraey or agent. An“mvemet"uthew-

vidusl named as inveator ia an application involved in sa interfer-

emmmewvmdmduhvmhnmwmgm
interference. -

(m) A “genior party” sthepuﬂywnthwhm:ffecuveﬁhns
date a3 to &fl counts or, if there is no party with the earliest effec-
uveﬂﬁngdmeestoaﬂmnts,ﬂwmnymth&emmﬁhng
date. A “junior perty”™ is any other perty. i

(n) Invention “A" is the “same patentable invention™ asanmveu~

“B"whenmvumon“A"isthesamcasGSUSC.!loz)ons
obvious (35 U.S.C. §103) in view of invention “B” assuming inven-
tion “B” is prior art wnh respect to invention “A”. Investicn “A”
isa "sepuate bié invention” With respect to invention “B”
when mvenuon “A"isnew(35 UsC §loz)andncm)b‘nous(3$

Under §1.601, the rules shall be construed:to
secure the: just,: speedy, and .inexpensive determination
of : interferences. :Section. 1.601 defines various: terms
used, in Subpart.E of the Rules of Practice: mcludmg_

“additional . discovery,” . “affidavit,” “case-in-chief;”

“case-in-rebuttal,”. “eount,” weffective filing date,”
“filing . date,” . “interference,” “interference-in-fact,”
“Jumor :party,”: “lead” - attorney, ‘‘party,” “phantom
count,”. “seme patentable,mventxon,” “separate patent-
able invention,”“senior. party,” “swora,” and “United
States.” “Affidavits” include  declarations under 35
U.S.C. §25 amd 37 CFR § 1.68 as well as statutory
declarations. .undet 28 U.S.C. §1746. The. definition
“United States™ is the same as the definition of United
Statesm35USC § 100(c). :

The definition of “interference” permlts an mterfer-
ence between one or more applications and one or
more . patents. Thus, the revised rules - follow  the
policy of Wilson v. Yakel, 1876 C.D, 245 (Comm'r.
Pat. :1876)- and, to the extent inconsistent therewith,
do not follow the policy announced in Touval v. New-
combe, 194 USPQ 509 (Comm’sr. Pat. 1976). Howev-
er, in view of the statutory requirement for the pres-
ence of at least one application in an interference, if
an applicant were to concede priority or otherwise be
terminated from an interference involving only one
application and more than one patent, the interference
would have to be terminated for lack of subject
matter jurisdiction unless one or more of the patentees
filed an application for reissue which could be added
to the interference under § 1.633(h).

A “count” defines interfering subject matter. An in-
terference may have two counts only if the secoad
count defines a “separate patentable invention” from
the first count. The reason the second -count must
define a separate patentable invention is to permit the
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V mu.m(n)
" Inveation: (A) is a ‘separate pawmbic
with rup(;ct to invention (B) when m (A)

. ig"new” (3 USC,;!!O?) and wiots (35
_U.S.C. $103) in view of invention (B)[ _ f
- invention. (B) a pnor art with tapoet io, aven-
tion(A).
§ 2302 Owur&ip of Appliaﬂom and Pmm
Involved in sn Interfereace [R-2}

37CFR 1.602 lmhappﬂcﬂbmandnmmhu
imserference, (¢) Unless good ceuse iz shown, an interference shall
not be declsred of continued between (1) spplications owned by a
Weputyor(z)apphcmommdlnunexpmdpumowmdby:

single party.
(b)Themmes.wnhmZOdlysmerenmterferewendechred,

shﬂnoﬁfythedeofanyandlllnght.tiﬂe,mdmmmy
application or patent involved or relied upon in the mmserference
ubathungbt,nde.mdmterestuutfoﬂhmthemdechr—
(c)lfnchmgeofmynght.t:‘ ' ' y 8] |
or patent mvolved of tehed u

’».6(72(3) eontinues the prevnom PTO prsc-

(37 CFR §1:201(c)) of not declaring or ‘continu-
mganmtetfemcebetween(l)twoorm«eapphaa
tionis owried by the same’party: or (2) an spplication
mdapatentownedbyasmglepartymlensgood
cause is shown. A'corporation ‘and-its wholly-owned
mbmdmy are considéreéd &’ “smgle party ‘withia'the
mesaning of §1.602(a). Under" prior’; rules, whena
patént and-an application involved in an interference
became commonly owned; the interference was ot
“dissolved.” Rather, the PTO’ reqmred ‘thet the inter-
ference ‘be ‘terminated with a judgment. Chillas v.
Weisberg, 1928 C.D. 24 (Comm'r. Pat. 1928); Malone
v. Toth, 202 USPQ 397 (Comm’r. Pat. 1978); and
Morehouse v. Armbruster, 209 USPQ 514 (Comm'r.
Pat. 1980). Undér the revised rules, all interferences,
including those’ involving only applications, will be
terminated ‘with- a judgment. As noted -in Chillas v.
Weisberg, supra at 25 “the common owner can allow a
judgment against the junior party to: be rendered by
default or it can file a concession of priority from one
perty to the other.” Paragraphs (b) and (c) of § 1.602
continue - the prevxous PTO practice (37 CFR
§ 1.201(c)) of reqmnng a party to notify the PTO of
any real party in interest not apparent on the face of
the notice declaring the interference (see § 1.611) or
of any change in the real party in interest after the in-
terference is declared. The PTO needs to know the
identity of eny real party in interest to properly en-
force § 1.602(a) and to enable an examiner-in-chief to
determine whether refusal is necessary or appropriate.
A new requn'ement in paragraph (b) and (c), of
§1.602, not present in 37 CFR § 1.201(c), is a 20-day
time period for advising the PTO of the identity of,
or any change in, the real party in interest.

N 3 i IR n !T I lby
rejectioniuetforthinimm
Il.Wheremmterfereneewnthathxrdpeﬂyu
found to exist, the commonly-owned . application
havmgtheenrhwteﬂ'ecuveﬁlmgdatewillbepheed

P
i ;

CFR 1.63%d) to- substinute. the other communly-
owned application, if desired. -

§ ,zaqs  Tnterference nemu; Appuuﬁou [n-z]

ummmmmmwmmmm
Each count shell defing o separate patentable invention. Bacl appli-
ummm,abemdedwmuhmouedmn
which  corvesponds: 00 eack icount. Al claims .in, the -applications
whwhdcﬁnethemepuenublemveuuonuaemmuhﬂlbedu-
mmdmmmmdwdwm ;

_ Where two ¥ “mofre apphcaums FE

put in mterference, dependent on the status of the re-
spective- and the difference between their
filing dates. One of the applications should be in con-
dmons for allowance. Unusual circumstances may jus-
tify an exceptlon to this if the approval of the group
director is obtained.
- Interferences will not be: declared between pendmg
applications if there is a difference of more than 3
months in the effective filing dates of the oldest and
next oldest applications, in the case of inventions of a
slmpleclmracter -or a difference of more than: 6
months in the effective filing dates of the applications
in other cases, except in exception situations, as deter-
mmed and approved by the group director. One such
xceptional situation would be where one. apphcanon
has the earliest effective filing date based on foreign
priority and the other application’ has the earliest ef-
fective. Uaited States filing date. If an interference is
declared, all applications having the same interfering
subject matter should be included..

Before taking any steps lIooking to the formation of
an interference, it is essential that the examiner make
certain that each of the prospective parties is claiming
the same patentable invention (as defined in 37 CFR
1.601(n)) and that at least one claim of each party cor-
responds to each count of the interference and is
clearly readable upon the disclosure of that party and
allowable in its application.
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‘88 expresse inthesummnryafmeinvm-
uono:ehewberemmedhchsmormﬂwcwmu
an esgentggl in every instance.

“When the subject matter found to be allowable in
one ‘spplicstion is disclosed and clsimed in another
application, but the claims therein to such subject
matter are either nonelected or subject to election, the
question of interference should be considered. The re-
quirément of 37 CFR 1.601() that the conflicting ap-
plications shall contain claims for the same patentable
invention should be interpreted as meaning: generally
that the conmctmg claimed subject matter. is suffi-
ciently supported in each application and is patentable
to each applicant over the pnor art. The statutory re-
quirement of first inventorship is of transcendent im-
poriance and every effort should be made to avoid
thempmvsdatmmncecfapnmtwhenthmmm
adverse claimant. ¢ drre

-Following are. illustrative, suuanons whg-.re the ex-
ammer should take actmn eoward mstxtuung mterfer-

A Apphcetnon ﬁled thh clmms to dlvmble in-
ventlons I and II. Before' action’ reqmrmg restriction’ is
made, examiner discovers another case. havmg al-
lowed claims to invention I.

‘The situstion is not altéred’ by the fact that a re-
quirement for restriction had actually béen made but
had not been responded to. Nor is the sitvation mate-
sially different if an election of noninterfering subject
matter liad been made without traverse but.no action
glven on the merits of the elected invention. =~ -

'B. Application filed with claims to divisible in-
ventions T and 1T and in response to a requirement for
restriction, applicant traverses the same and elects in-
vention §. Examiner gives an action on the merits of L.
Examiner subsequently finds an spplication to another
containing allowed claims to invention. II and which
is ready for issue.

The situation is not altered by the fact that the elec-
tion is made without traverse and the nonelected
claims possibly cancelled. -

C. Appllcatlon filed with generic claims and
claimed species &, b, c, d, and e. Generic claims re-
jected and election of a single species required. Appli-
cant elects species a, but continues to urge allowabil-
ity of generic claims. Examiner finds another applica-
tion claiming species b which is ready for issue.

The allowability of generic claims in the first case
is not a condition precedent to setting up interference.

D. Application filed with generic claims and
claims to five species and other species disclosed but
not specifically cleimed. Examiner finds another appli-
cation the disclosure and claims of which are restrict-

] u;eto
be distingui fmmnmmwbmadmm-
mhcmmmmmmmbmmdym
closed in another application without evidence. of an
intent to claim the same. The question of interference
should not be considered in the latter instance. How-
ever,lf'theapphwmdncloungbutmtchmmgtbe
invention is senior, and the junior application is ready
formuc.themattershouldbedmcmdwuhthe
gmupdlrectortodetcrmmthcwuon&obetakcn

52304 Applicant Re
‘ Applications [R-z '

37 CFR 1604 Reqwﬁrmd&mbemapphmwm Ng
applicant. () An spplicant msy seek fo have &n interfere
chredwkbmapphauonm‘motherby(l)mwnttpmposed
eommdpfuentingadmmupondmg the propossd count;
a)%mm mothuappmm?.helfhown.;aehmmm

W/ 10 proposedcomt.(ads
exphnnngwhyanmtzrferenoeshouidhe lared, ()
(b)Whenmapphcantpmenua 8
deﬁnetheumeptmtablemvmuon‘ in #pplica-
tinad of dnother, the spplicést shall udenﬁfyﬂm pendug-pﬁhmm,
mhn&echmummdmmtoawwmeex-

37 CFR 1.605 Suggmuon qf claim to applwam by examirier. (a)
T!wenmmermaymgestthﬂanapphcantpteuntadmmm
amlumfmthepnrpcwofnmmfmmbamthuapplm
tion or & patent. The applicant to whom the claim is suggested shall
amend the application by presenting the suggested claim ‘within &

time specified by the enaminer, not less than one month. Failure or
refusal of an applicant to timely present the muggested clsim shall
beukenwithontﬁmhermuaduchmerbytheappkcmtof
the invention defined by the. suggested claim. At the time the sug-
gatedchmupresented.theapplmtmnyaho(l)mnmeemn
iner’s attention to other chims already in the application or which
mpmentedw:thtlnwgg&edclmm:nd(!)exphmwhythe
otherclumswouldbemonappmpmtetobemcludedmmymm—
ference which may be declared..
(b)’l'hesuggumofachmbytheenmmcrforthepurposeof
sn interference will not stay the period for response. to any out-
standing Office action. When a suggested claim is imely presented,
expartepmceedmgsmtbeapphcahonwillbemyaipendmgade-
terminstion of whether an interference will be declared.

Although the subject of suggesting claims is treated
in detail at this point in the discussion of a prospec-
tive interference between apphcatlons, essentially the
same practice here outlined is also applicable to a pro-
spective interference with a patent.

If the applications contain claims covermg the
entire interfering subject matter the examiner pro-
ceeds under 37 CFR 1.609 to form the interference;
otherwise, proper claims must be suggested to some
or all of the parties.
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§ 1:605(s), Whien #n'e sty o clim, thi
ficant wi required 16 copy verbitin the Sugge
however, the applicant tiay "al“s,oe'sft(eld)’*éin’ ihe ‘F;,V°.P hw,;,,.d_;
er's attention' to ‘other “ claims  already ‘inn- the spplics-
tion or' which are presented with the copied claim and
(2) ‘explain why the othér claims would be more re ap-
sropriste to be inicluded in any interférence which
miay be declared. ealbuies fleninths , ,
It should be noted at this point that if an applicant
presénts’ a’claim” which corresponds exactly or ‘ub-
stantislly to.a claim.in another application or patent

without suggestion by the examiner, 37. CFR. 1,604(b)

and 1.607(c) req ire him or her to ide
. L. n of what claim
~ and failure to suggest such claims as' will-define: clear-
Iy thematterumeleudsto to pro-
- Jongation of the confest.
.. Before deciding what claim

syl

0.8t 1o
an.applicant, . the - examiner - should decide . what. the
courit or counts of the prospective interference will
be; keeping in mind that the count must b patentable
over the prior art and define the parties’ commion in-
vention (see §2309 regarding the form ; ‘
coutits). ‘The' cliim’ suggested ‘to “the ‘applicant’ need
not be identical to the prospective count,: but rather
should be the broadest claim within the scope of the
prospective count. which the applicant’s disclosure
will support, and which is otherwise patentable to the

A response to the examiner’s suggestion of a claim
is not complete unless it includes an amendment
adding the exact claim suggested to the application.
Even though the applicant may consider the suggest-
ed clsim unpatentable, too narrow, or otherwise un-
suitable, it must be presented; otherwise, the invention
defined by the suggested claim is considered to be dis-
claimed. The applicant must make known. any such
objections to the examiner, and may at the same time
present other claims, or call the examiner’s attention
to other claims already in the application, and explain
why those claims would be more appropriately in-
cluded in the interference. ‘

If, in copying a suggested claim, an error is intro-
duced by the applicant, the examiner should correct
the applicant’s claim to correspond to the suggested
claim.

Notification of the fact that the parties have the
same attorney should be given to both parties at the
time claims are suggested event though claims are
suggested to only one party. See also § 2313.01. Nota-
tion of the to whom this letter is mailed

should be made on all copies.

' Commissioner is niot called to
the fact that two conflicting partics have the same af-
torney until an sctual interference is set up and then it
is dooe by notifying the eXaminer-in-chief as explained
in§230801. T
" Form Paragraphs 11.04 and 11.05 may be used to
suggest claims for purposes of intetference to appli-

ms beproponednnderﬂCFRl.GOS(a). ‘

ﬂ A ,-_, l c ,.\“

WITHIN ONE . MONTH ~FROM. THE' DATE:'OF " THIS
LETTER. FAILURE TO DO SO WILL BE CONSIDERED. A
CLAIM UNDER THE PROVISIONS OF 37.CFR 1.605(s). THE
TIME PERIOD. - V0 I
Clsim (2] considered unpatentable over the sbove suggested claim.

9. Ifs Bricket 2, Hist gl claims peniding in the epplication’ mot
considered to be patentably distinct from the suggested claim.

3. Only one claim should be suggested, unless claims to & sep-

 arate patentably distinct invention are present. 37 CFR 1.601(m).
To suggest an additionsl ¢laim to 8 separate distinct invention,
form paragraph 11.05 should follow this paragraph. =~~~

4. If the Office sction addresses other issugs, such s a rejec-

tion of other: claims, paragraph 11.06 should be included at the
Form Parsigraph 1195 o o
SUGGESTION OF ADDITIONAL CLAIM FOR A DISTINCT
INVENTION C I
The following claim is considered allowable and directed to 8 sepa-
rate patentable invention from the claim'suggested above:

(1 o o o
The sdditionslly suggested cluim must be copied exactly, although
other claims may be proposed under 37 CFR 1.605(n).
APPLICANT MUST ALSO MAKE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE
DATE OF THIS LETTER. FAILURE TO DO SO WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT OF THIS
CLAIM UNDER THE PROVISIONS OF 37 CFR 1.605(z). THE
PROVISIONS OF 37 CFR 1.136(s) DO NOT APFLY TO THIS
TIME PERIOD. :

Claim [2) considered unpatentable over this additionally suggested
claim.
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Bnmll.ﬂ eE
suﬁomouopcmms-mosecuﬂoﬂ suspennan
Apﬂmntnedwrupmdwlhermgmmwumﬂ'
& suggested clgim is copled for the purpose of un isterfereace
withis the time limit specified ebove. 37CFR!60$(b). :

Examiver Note:

ThummblhouldbeuedntheeudofmyOMceacuon
where claims are suggested esing ecither 11.04 or 11.08
. and where sdditiodal issues (e.g., & rejection of other clainw) are
addressed in the activn: Umtmubempendedshculdapplmt
copy the suggened claim.
2305.01  Action To Be Made at ‘l'ime ofSuggect
ing Claims [R-2) ‘

At the same time that the clalms are sugg&sted an
action is made on each of the applications'that aré up
for. action: by. the  examiner, whether: they:. be BEW: OF
~ amended cases. In this way possible motions under 37

CFR 1.633 (c) and (d) may be forestalled. That is, the
on the new oramendedcasemaybnng to light
patentable..claims -that should :be: included .as .corre-
sponding 1o the ‘count ‘of; or as'forming: the basis for
an additional count of the: interferénce, ‘and; on'the

other hand,. the rejection .of. unpatentable claims. will

serve to indicate to the opposing. parties the- posmon
of the examiner with respect to such claims. -

When an examiner suggests that an applmant
present a claim for interference, the examiner should
state which of the claims’ already,m is ., in
lnsorhex:opmxon._~ pa" ‘the, claim ‘sug
gested ‘This statement. doesnotconst
jection- of the claims, but if the ‘applicant: resents’ the
suggested claim' but dlsagrm ‘with ‘the ‘examiner’s
statement, the apphcant should so state on'the record,
not later than the time the claim i§ presénted. In re
Dandel, 348 F.2d 563, 146 USPQ 389 (CCPA 1965). If
the applicant does not present the suggested | claim by
the expiration. of the period fixed for its presentation,
the examiner should then' reject those claims which
were previously stated as 'being unpatentable over the
suggested claim on the basis that the failure to present
constituted a concession that the subject matter- of
those claims is the prior invention of another in this
country under 35 U.S.C. 102(g) and thus, prior art to
the applicant under § 103. In re Oguie, 517 F.2d 1382,
186 USPQ 227 (CCPA 1975). If the' applicant does
present the suggested claim, when 'the interference is
declared, the claims stated to be unpatentable over
the suggested claim will be designated as correspond-
ing to the count.

2305.02 Time Limit Set for Presenting Suggested
Claims [R~-2)

Where claims are suggested for mterference, lim-
ited period determined by the examiner, not less than
one month, is set for reply. See § 710.02(c).

Should any one of the applicants fail to present the
claim or claims suggested within the time specified,

w
mmmammm
lf’suuemd claims are presented within the time
specified for making the claims, the applicant may
ignore any outstanding rejections in the application.
Even if clsims are suggested in an spplication near

the end of the period for response running against the
cue,audthenmehmntforprmntmgtheckmsex-

abandoned provnded the apphcant presents the “$i:
gested Claifag: Withiny' the time ‘¥pécified.: However, if
thie siggested clainb are not thus presentsd within the
spemﬁedt:me, the: case’: becomes: abandoned in ‘the ab-
sence:iof a; responsive amendment filed - within - the

pmod for renpome to: the rejectlon. 37 CFR 1 605@!)

to which claims ‘may be’ presented in‘a case'm*‘xssue,
the examiner may write a letter’ suggcstmg such
claims to the applicant whose case is in issue, statmg
that if such claims be presented within'a certain speci-
fied time the case 'will be: withdrawn. from issue, the
amendment entered and the interference declared.
Such letters must be submitted to the group director.

If the suggmted claims are not presented in the applx-

cation in issue, it may be mecessary to withdraw it
from issue for the purpose of rejecting other claims
on"the implied disclaimer resultmg fmm the faﬂure to
present the suggested claims.

When the examiner suggests one or more c]mms for
the purpose of interference with.a case in issue to an
applicant whose case is pending before him or her,
the case in issue will not be withdrawn. for the. pur-
pose of interference unless the suggested cla:ms ghall
be presented in the pendmg application’ within the
time specified by the examiner. The letter suggesting
claims should be submitted to the group director for
approval.

In either of the above cases the Publishing Division
should be notified when the claims are suggested, so
that in case the issue fee is paid during the time in
which the suggested claimis may be presented, proper
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'mmhmwwwmmﬁmm
mpuﬁd.m ’ hriroirsn iy [N
' The examiner ‘should' borrow thie allowed applice-
tion from the 'Publishing Division @nd hold' the ﬁle
unitil the’ chimsmpresentedmthehelimnt ex-
plm Thmuvmdsanypowblemmoﬂheappﬁca-
tionsas & patent should the insue foe be peid.- To for-
ther’ insure against the fisusnce; of the dpplication, the
examiner may pencil in the blank space labeled, “Date
pN"inthelowermbthmdcometoﬁhemewup-
per the initialled request: “Defer for interference.”
The issue, fee is not spplied to such an spplication
untnltlzefouowmxproeedmmcmledom. Lo
Whennouﬁadthattheissuefeehmbeenrecewed
the exsminer shall- -prepare a memo to the Publishing
Dmsnon reqmtmg that lssue of the patent be- de-

DI

for wh:ch clmns are toibe. sugguled 0 other apphca-

tions already inivolved in: interference; to-form snother

interference; -the primiry. examiner . borrows' the . last

named -applications from: the :Service Branch of: the

Board, of Patent Appeals and Interferences. In;z.case
nddad

: 'y 1
xdentxfymg the mterference,
in charge of the interference ‘who. wﬂl‘detetmme the

action to be taken. Also see §2342

Fom Pumph 11.01
SUGGESTION OF CLAIMS-APPLICATIDN IN ISSUE -

This apphcatwn has been withdrawn from issue for consideration
of:potenﬁalmterferencebuedonthech:msmgxuwdmthu
action.

Ennim Neote:
lfaconmcnngapphcanonxsmmue,xtsbouldbemth-
drawn using paragraphs 10.01 or 10.02 prior to suggesting claims
for mterference
2. Either paragraph 11.04 or 11.08 must be used in conjunc-

tion with this paragraph.

Form Pmuqll 11.68 _
REQUIREMENT TO COPY PATENT CLAIM

The following claim number [1] from U.S. patent no. {2] is suggest-
ed to epplicant under 33 U.S.C. 135(s) for the purpose of an inter-
ference:

{2}

The suggested claim must be copied exactly, although other claims
may be proposed under 37 CFR 1.605(a).

' MANUAL OF PATENT-EXAMINING PROCEDURE

APPIJCANTMUST COPYTHBPATENTWMIHIN
WIGN OF TIME FROVISIONS OF §1134s) DO NOT
U
Amvmmsmmnmb TO COPY THE
CIAMWILLBBTAKENASACONCW‘IHATM
WMATTBROFWISCLANESTHE IN-
VENTION OF ANOTHER UNDER 35 US.C ' AND
THUS ALIO PRIOR ART.UNDER 35 U.S.C. 103. lanlﬁw.

186 U.S.PQ 227 (CCPA 1973).

. nwminer Nele:

1. I bracket 1, Mﬂmmmmmdt&em
gested claiem.

2 lnbuckeﬂmunncopyofthepﬂentclum

- 3. Qaly ose claim from the patent should be suggested for in-
- terferemce ualess other claims o 8 separate patentably distinct in-
vention are clsimed in the patent end can be mude by the appli-
m.Towggeﬁaddndmﬂcmmh llm:kould
follow this peragraph.
. 4 lflheOﬂiceacuonaddmoﬂmmmmchasarejec-
* tion ‘of other clifms, 'Parsgraph HOGsbonldbemcludedatme
endoftheomceuctlon -

anllm e S R
COPYING ™ ADDITIONAL PATENT CLAIM FOR A DIS-
'ITNCI!NVENTION .
Chmmber[l] ‘fhom US. ‘pateat no.” suggcsted ‘
U.SC.B!(l)naddmoatocmmB}ofthepawm,uueudM
mma&’inedbythuepuenbchmmcomdaedwhe
Yeépaiuie; sinventions?: under 37 CFR: !601(11) that -coald
fmmthemforplmalcoumsmmmerhmce .

The segjpested patest:cliim, reprodiced below, mustbecopsed F. 8
aedy.womercmmybeproponedmderﬂcm
1605(1)- et : e 5 NS

APPLICANT MUST COPY: THE 'ADDITIONAL PATENT
CLAIM WITHIN ONE MONTH FROM THE DATE OF THIS

'LETTER. THE 'EXTENSION OF TIME PROVISIONS OF ‘37

CFR1:136(z) DO NOT: APPLY TO THIS  TIME' PERIOD.

FATLURE TO: COPY: THIS ADDITIONAL CL&IM: WILL BE
TAKEN - AS A -CONCESSION THAT - THE .- SUBJECT'
MATTER OF THIS CLAIM IS THE PRIOR INVENTION OF
ANOTHB! UNDER 35U. S C 102(3) o

Emium“

I. In bracket 1 msert the number of the patent claim tht is
" patentably distinct from the claim specified in' paragraph 11.08.
2y This peragreph must follow perdgraph 11.08 snd should
‘only be wsed in those rare instances where both the pateat and
. the application claim distinct, interfering inveations. .

‘Form' th 1318

FAILURE TO APPLY TERMS OF COPIED CLAIM TO THE
DISC[DSURE

Clum(l]ol’dmapphcauonhmbeencomedfmmus pment[Z]
for the purpose of an interference.

Applicant bes failed to specifically- apply the terms of the copied
cleim to the disclosure of the application, as required under 37
CFR 1.607(s)(3).

APPLICANT IS REQUIRED TO CORRECT THIS DEFI-
CIENCY WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER. THE EXTENSION OF TIME PROVISIONS
OF 37 CFR 1.136(s) DO NOT APPLY TO THIS TIME
PERIOD.

FPoren Peragragh 11.18
FOREIGN PREOCRITY NOT SUBSTANTIATED
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CFR:1i96 ingesponsé o thisacdios,: 1

mmmywwwbmcmﬂJéW‘wap-
. plivant from elther an spplication 0r a patent and applicont has &
.- claim foc priority ot substastisted by 8 sworn iranslation. .

2306 - Interferasice Between an Applicstion and o

'37 CER 1.606 Interference between am application and & patent;
subjoct matter of the. interference. Before en intérference is declared
betwesn an spplication and am vaespired patent, sn exsminer must
determine that there is interfering sshject matter claimed in the sp-
plication and the patent which is patentable 1o the applicant subject
{04 judgment in the interference. The interfering subject. matter
will ‘e defined by oné or more counts. Esch Gount-shail define o
seperate patentable iavention. Any ‘spplication;must contain, or be
amended to contain, at Jeast one claim which corresponds to each
count. All clsims in the application and’ patent which define the
same pétentsble inverition'as a count shall be' designated o corre-
spond 1o the count. At the time s imterference. is. initially decloged
(61.611), & count shall not be narrower in scope than any patent
O ancomands 10 he. dosht any day single peicar cléim
will be presumed, subject to a motion gader.§ 1.633(c), mot fo con-
{Ain'interference sy be déciared’ between ien an appli-
cation and. a.patent if the application and: patent are
cleiming the:same patentable imvention;: end -at-least
onie.of the applicant’s claims. to.that invention are pat-
entable to; the applicant.. Since at least ane of the: ap-
plicant’s claims must be patentsble;:an interference be-
tween ag -spplication and a patent cannot be declared
R TR T B T AR E
;1. The patent is a statutory bar.against the appli-
cat:onunder?:sUS.C 102(0);: o v

... 2. The applicant’s claims are not. supported by

the application,, disclosure, or otherwise do. mot

comply with 35 U.S.C. 112;

.. 3. The applicant :was‘nof claiming the saﬁui or

substantially the same invention as. claimed in the
patent within one year after the date on which the
patent was issued (35 US.C. 1350)) .

“""4; The patent is a reference against the applica-
tion under 35 U.S.C: 102(c), unless the applicant has
filed a showing under 37 CFR 1.608. See § 2307 con-
cerning the rejection of claims in an application
which correspond to ¢laims of a patent.

Sinice the claims of a patent may not be altered
(except by 'reissiie’ or reexamination), - the ‘applicant
‘must cldim the same patentable inveéntion as is claimed
in one or more ¢laims of a-patént ift order to provoke
an interference with ‘the patent.  The fact that the
patent may disclose subject matter claimed by the ap-
plicant is not a basis for interference if the patent does
fiot claim that subject matter.

The practice followed prior to the adoption of 37
CFR 1.606, wherein each patent claim formed the
basis for a separate count of the interference, no
longer applies. Under present practice, the counts of
the interference are formulated in essentially the same
manner regardless of whether a patent is involved. As
stated in 37 CFR 1.606, each count “shall define a
separate patentable invention.” Therefore, instead of

PGB <t s 200 0 W 306«

heving, the, ssme .number. of counts .8, copied, patent
clsims,. the, enaminer, determines. how many separate
patentsble investions are claimed by the. applicant and
the petentee. When the interference is declared, there

will be.ome couat for each separate patentable inven-
tion, with, ali the claims. of the epplicant.and of the
patentes - which claim: each invention designated as
cosresponding: to the count for that invention. See
§ 2309 for & more detailed discussion of the. formula-
An' interference between  an application and a
patent may arise in one of the following ways: ..
1. During examination .of an spplication, the ex-
aminer may determine that the application contains
one or more allowable claims which are drawn to the
same invention # claimed in a patent. In that event,
the examitier imay proceed to initiate the interferénce
'3, “The exsminer ‘may discover a patent which
claim an iavention which s disclosed by the appli-

o the applicant a claim which would
invention 'and would" be 'paten

that the ‘claims of the application
dnd of the patent define the same patentable invention
in-order for an intérfererice to exist does not mean
that the application claim or claims must necessarily
be iideditical to: the correspondirig claim ‘or, Claims’of
the patent. All that is required under-present practice
is that a claim of the application be drawn to the same
patentsblie invention as a claim of the patent. An ap-
‘plication claim is considered to be drawn to the same
patentable invention as & patent claim if it recites sub-
ject matter which is the samie as (35 U.S.C. 102), or
obvious in view of (35.U.S.C. 103), the subject matter
recited in the patent claim. 37 CFR- 1.601(n). The test
is ‘analogous to that applied for double patenting, i.€.,
if the @pplicants claim would hiave been subject to a
double patenting rejection of the “same invention™ or
“obviousness” type. (see § 804) if the. patent and appli-
cation were by the same inventive entity, then the ap-

vention. In sll cases the examiner should keep in mind

the. fundements! principle that the issuance of two
patents for inveations which are either identical to or
not patentsbly distinct from each other must be avoid-
ed. Aelony v. Ami, 547 F.2d 566, 192 USPQ 486
(CCPA 1977). _ , A

37 CFR 1.601(i) includes the possibility that an in-
terference may include more than ome unexpired
patent. The PTO does not have jurisdiction to deter-
mine interferences involving only patents, since 35
U.S.C. 291 grants that jurisdiction to the courts.
However, if the examiner discovers two or more pat-
ents which are claiming the same invention as an ap-
plication, an interference may be instituted between
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Mﬁlﬁm@ pﬂ’euwwm wdwam i sldatistan
' W interfereiice with o' patent"is ‘propost
iouid astertained  before any’ m.-ps '
wﬁetmehmifiwmmﬁownmmp Notenmm
A nﬂewﬂ mivist: bé plsced iniboth' the application
aid the: pawm :file ‘when'the papers for an ' interfer-
enieé between an' application and & patent are forw -
ed. To this end the examiner, before initiating ‘an: Fs
terference involving ‘& patent, should refer' both ‘the
application and ' the ' petented  file to the Awgnment
Dwmon for notation as to ownership.

"TENT N DIFFERENT GROUP -

When an apphcant seeks to. ptovoke an mterferenee
thh a, patent classified in another group, the. proprie-
ty of declanng the interference is decided by, and. the
interference is initiated by the, . group where, the patent
i ch case, 1t ar

Reqnwts Int&ferenee With § 'a

T:iApplicant:
Patent {R-2}::

337 CFR 1607 Reque.rt by apphmnt or erenice with | pmm. (a)
-An applicsnt may seek 16 hive gn interference declared between an
‘application -and :ea:upexpired: patem by (1) presenting & proposed
count and 2 claim: corresponding. to the proposed count and, if. any
claim of the, patent or “application does not correspond eéxactly to
the proposed couit, explammg why an interférence should' be-de-
‘clared, (2) identifying the patent and’ indicating’ which 'claini in the
.application and which:claim or claims of the: patent con'wpond to
the proposed: count, and: (3) epplying. the:terms of the,

claim con-espondmg to the count to thc dmclcsure of the app!m
thn.

. (b) When an applicant seeks en interference with a pltent.

nstion of the application, including any sppesl: to the Board, :lu)l
be. conducted with special dispatch within the Patent. and Trade-
.mark Office. The examines, shall determmc whether. there is mter—
fering subject matter claimed in the application and the patent
‘which is patentable to’ ‘the applicant subject (o a judgment it an in-
terference. If the examiner: detérmines- thit there is any. merfemg
‘subject matter, and. interference will be- declared. If. the examiner
determines that there is no interfering subject matier, the examiner
shall state the .reasons why an mterference is not bems declared
and ctherwise act on the application.

{c) When an applicant presents & claim which correswnds exaict-
By or substantially 1o a cleim of & patent, the epplicant shall identify
thepamtandthenumberofthepmmmmeuthec!umzs
presented in response (o a suggestion by the examiner. The examin-
er shall notify the Commissioner of any mstance where an applicant
fails to identify the patent.

(3) A notice that an applicant is seeking to provoke an interfer-
ence with a patent wxllbeplmdmmcﬁleofthepatemanda
copy of the notice will be sent to the patentee. The ndemlty of the
applicant will not be disclosed unless an interference is declared. If
a final decision is made not to declare an interference, & notice to

& PROCEDURE

i oot ili be placed in"thie potsnt file and’ will be uent 4o dhe

230701 Preseatation of Claims Corresponiling ¢o
W%NM:W&MW
'l“bepmenmimofclumsooﬂespondmgmcwm
ofapateﬂtwhenmtsuggestedbythe@ﬂicemnot
mmarﬂmwtothelm%muﬁm
the last Office action relied solely on' the patent for
the rejection of all the claims rejected in thet action.
Under 37 CFR 1.615, upon declaration of an inter-
ference, ex parte prosecution of an application in-
volved in the interference is suspended and any out-
standing. Office actions are considered as withdrawn
byopemﬁonofthemle.ExpamPetemn.@USPQ
119 (Com’r. 1941) ‘Upon termingtion of the interfer-
eiice, the examiner will reinstate the action treated as
withdrawn . by. operation of 37 CFR 1.615 and seta
stammrypenodformponse o

2307.02 Rejectnon of. Claims Correlponding to
PatentClaim[R—!]

~REJECTION.NQT APPLICABLE TO PATENTJ |

When claims” cotrwponding o claims: of 'a patent
are pwsented, ‘the’ application is taken up-at once: and
the examinér miay reject isuch:claims in the application
if ‘the’ ground’ of: tejecnon ‘would ‘not also: be apphca
ble to the- patent. Examples of such- grounds of rejec-
tion aré insufficient disclosire in the application, & ref-
erence whose date is junior to that of the pateat, or
becanse the' claims’ aré barred’ to ‘applicant by the
second paragraph of 35 U:S.C. 135, which reads: “(b)
A claim which'is the samie-as, orforthesameorsub—
stantially ‘the  same subject - ‘matter’ as,’a ‘claiin-of an
issued patent may not be made in any" applmtlon
unlws such ‘a claim is ‘made prior to one year from the

date on, which the patent was granted.” See Ex parte

Fine, 217 USPQ 76 (Bd. App 1981) The anmversary
date of the issuance of a _patent is “prior t0 One year
from the date on which the patent was granted”,
Switzer V.. Sackman. 333 F.2d 935 142 USPQ 226

(CCPA 1964).

~ It should be noted that an, apphcant is permmed to
copy a patent claim outside the year period if he has

‘been claiming substanttally the same. subject matter

within the year limit. See Thompson v. Hamilton, 152
F.2d 994, 68 USPQ .161 (CCPA 1946); In re Frey, 182
F.2d 184, 86 USPQ 99 (CCPA 1950); Andrews v.
Wickenden, 194 F.2d 729, 93 USPQ 27 (CCPA 1952);
In re Tanke, 213 F.2d 551, 102 USPQ. 93 (CCPA
1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ 45
(CCPA 1955); Rieser v. Williams, 255 F.2d 419, 118
USPQ 96 (CCPA 1958); Stalego v. Heymes, 263 F.24
334, 120 USPQ 473 (CCPA 1959); Corbett v. Chis-
holm, 568 F.2d 759, 196 USPQ 337 (CCPA 1977).

As long as one of the presented claims is patentable
to the applicant and is claiming the same invention as
at least one claim of the patent, an interference should
be declared. : :
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7.CFR 1.607(b) reqlm'es ;hag “When, an, me‘
seeks an interference with & pateat, examinstion of the
npphutm, including any appeal to ‘the Board, shall

be, cpnducted, with special dispatch within the Patent
and Trademark Offi ice.” Therefore, when, -all the
clanns presented are rejected on a ground not spplica-
ble“to! the” patemee the examiner sets a time fimit for
reply; ‘not fess then thirty days, and all subsequent sc-
tions, ‘ including action of the Board on appesl, are
special. ‘Failure to respond or: appeal, as the case may
be, within the time fizxed, will, in the absence of a gat-
tsfactory showing, be deemed a disclaimer of the in-
vention claimed. -

- While the time limit for an appeal from the final re-
jectxon of a claim corresponding to a patent claim is
usually. set under the provisions of 37 CFR 1.607(b),
where the remamder of the case is ready for final
acnon, it may, be advxsable to set a shortened statuto-

d for the entire. case in accordance with 37

¢laim “or claims’ involved; on the doctrine of dm:lmm'-
er, and this is appealable; Wwhile" failiite ‘to" respond
within the: set statutory. penod (37:CFR:1: 134)1uults
in abandonment of the’ entire apphcatlon That is not
appealable.

The rejection of claims presented for mterference

with a patent sometimes creates a situation’ where two
different: periods for: response are running against the
application—one, the statutory period dating from the
last ‘full” action ‘on ‘the case; the other, the limited
penod seét for the response to the rejection (either first
or final) of the presented claims. This condition
should be avoided where possnble as by setting a
shortened period for the entire case, but where un-
avoxdable, it should be emphasized in the examiner’s
letter. - .
" In this connection it is to be noted that a reply to a
rejection or an appeal from the final rejection of the
presented claims will not stay the running of the regu-
lar statutory period. if there is an unanswered Office
action in the case at the time of reply or appeal, nor
does such reply or appeal relieve the examiner from
the duty of actmg on the case if it is up for action,
when reached in its regular order.

Where an Office action sets a time lmnt for re-
sponse to or appeal from that action or a portion
thereof, the examiner should note at the end of the
letter the date when the time limit period ends and
also the date when the statutory period ends. See

§ 710.04.

REJECTION APPLICABLE TO PATENT AND
APPLICATION

If the ground of rejection is applicable to both the
claims in the application and the claims in the patent,
any letter including the rejection must have the ap-
proval of the group director. See § 1003, item 10.

Anmferememunotbedechmdwhﬂemeex-
aminer is aware of a reference for the claims which
cormpoudmthepntentchhm,evemﬁtwou!dalso
be applicable to the patent. lfmhareferemeudzs-
covered while an interfevence involving a patent is
MMWMMMMmth
attention of the examiner-in-chief in charge of the in-
terference, for possible action under 37 CFR 1.641.

l?um Parsgraph 1.12 :

REJECTION OF CLAIM CORRESPONDING TO PROPOSED
COUNT

Chim[l]ofﬂmtpp!mwahasbemeopwdbytheawlmfmm
U.S. pctglfNo [2].1'huclmm:snmpuen®letotheapplmt

An interference cannot be initiated since a prerequisite for interfer-
enceundet”CFRlﬁOﬁmtbnuhechmhepmubletomeap-
plmtsubjeeuouudgmentmthemterfeteuee. —

mMmphmmtbepmededbyarejecnmoftheclmm
F«-mun IR _ ~
CLAIMS NOTOOPIED Wl’l‘HIN’ONEYBAR
} “_f“]eccedunderssusc 135(b) as siot being made prior
z &omthedateonwhxch USpatent [2]wasgranted
Fom Porsprgh 1118 .
COPIED CLAIMS DRAWN TO DIFFER.ENT INV ENTION
Clgim {1} of this! appheahon 1sasserted by apphemt to eorrespond
to claims of U.S. patent.[2]. ,

The examiner does not consider this clum to -be directed to the
same invention as that of U.S. patent {3] because [4]. Accordingly,
an mterference cannot be initisted based upon this clum

§ 2307.03 Presentatlon of Claims for Interfer-
ence With a Patent, After Prosecution of Ap-
plication is Closed [R-2] .

An amendment: presenting a claim to provoke an in-
terference in an application not in issue is vsually ad-
mitted and promptly acted on. However, if the case
had been closed to further prosecution as by final re-
jection or allowance of all of the claims, or by appeal,
such amendment is not entered as a matter of right.

An interference may result when an applicant pre-
sents claims to provoke an interference with a patent
which provided the basis for final rejection. Where
this occurs, if the rejection in question has been ap-
pealed, the Board of Patent Appeals and Interferences
should be notified of the withdrawal of this rejection
so that the appeal may be dismissed as to the involved
claims.

Where the prosecution of the application is closed
and the presented claims relate to an invention dis-
tinct from that claimed in the application, entry of the
amendment may be denied (Ex parte Shohan, 1941
C.D. 1 (Comr. 1940)). Admission of the amendment
may very properly be denied in a closed application,
if prima facie, the claims are not supported by appli-
cant’s disclosure. An applicant may not have recourse
to presenting a claim corresponding to a patent claim
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thnan
Sresgnte "m'interferencewithl

the examiner finds one or more of the claims patent-
able to the appllcant and an interfererice to exist, the
examiner should prepire ‘a letter, requesting that the
application be withdrawn from issue for the purpose
of interference. This letter, which should designate
the: claims to bé involved, together with the file and
the proposed amendment should be sent to the group
director. :

- When an: amendment wluch mcludes one Or more
claims pr&sented ‘to-provoke an interference with a
patent is received after Notice of Allowance, and the
examiner finds basis for refusing, the interference on
any ground the examiner should make an oral’ repon
to the supervisory primary examinér of tlie" reasons
for refusing the requested. interference. Notification to
applicant is made on Form PTOL-27] if the entire
nt or a portion of the amendmeént (including
all the presented claims) is refused. Form Paragraph
11.01 should be employed to express the advérse tec-
ommendation’ as-to:the: entry of the presented: claims.

~ §2307.04 - -Presentation -of Claims: For : Interfer-
ence With a Patent Involved in a Reexmina«
. tion Proceeding [R-2] - .

“An mterference wnll not be’ declared wnth a patent
which is involved in a Teexamination proceeding
except upon specific authorization from the Office of
the - Assistant Commrssxcmer for ‘Patents. Whén- an
amendment is filed in'a’ ‘pending appllcatlon presentmg
claims for the purpose of interference With 4 patent
involved in a reexamination ing, the owner of
the patent must be notified (see 37 CFR 1.607(d). The
applicant: must identify the patent under reexamina-
tion with- which interference is-sought. ‘The  claims
may be rejected on any applicable ground, including,
if appropriate, the prior art cited in the reexamination
proceeding. . Prosecution .of = the  application - should
continue as far as possible, but if the application is
placed in condition for allowance and still contains
claims which interfere with the patent under reexam-
ination, further action on the application should be
suspended until the reexamination proceeding is termi-
nated. See also § 2284.

Form Parsgraph 11.15.
PATENT CLAIMS UNDERGOING REEXAMINATION

This spplication contains claims which conflict with the claims of
U.S patent No. [1], now involved in a reexaminstion proceeding.

Prosecution in this application is SUSPENDED UNTIL TERMI-
NATION OF THE REEXAMINATION PROCEEDING.

Applicant should inquire as to the status of this application six
months from the date of this letter.

Examiaer Note:

'pawutmredefvedtﬁérrﬂ:emof.&llowmmd :

M’Mmmymwmmwma ‘
domiwe

mumm

.05 Mwmmm
 tiffied [R-2]

37 CFR .1.607(c) requtrec that “when an applicmt
prmnuuchmwhchcormpondseuctlyorm
stantially to a cleim of a patent, the applicant shall
identify the petent and the number of the pateat
clum,unleuthechnnmprmtedmmpometon
suggestion by the examiner.”

This requirement of 37 CFR 1607(c) applies to
claims presented in an application at the time of filing
aswellastoclmmspfesentedmanamendmenttoa
pending application. If an applicant, attorney, or
agent presents a claim corresponding exactly or sub-
stantially to a patent claim without complying with 37
CFR 1.607(c) the examiner may be led into makmg an
action different from what would have been made
had the examiner been in possession of all the facts.
Therefore, failure to comply w:th 37 CFR 1.607,
when presentmg a claim corT pondmg to a patmt
claxm, may result in the issuance of a requnrement for
mformat:on as to. why an 1dent1f’ catxon of the source
of the. clalm was not ‘made.

The examiner shoald reguire the applzcant to supply &
full identification of the copied patent claims by umng
Form Paragraph ll 10

Fom Puucnph u.xo. )
FAILURE TO IDERTIFY SOURCE OF PA‘I'ENT CLAIMS

Cﬂxm()ofth:sapphutwuhasapparwtlyheencopudfmmaUs
patent without being suggested by the examiner. The patent
number and the number of the copied claim have not been properly
tdermﬁed ‘37 CFR 1.60%(c).

Apphcmt is reqmred to identify the patent and clmm numbers grd
supply information explaining why a complete ideatification of the
copied patent claim(s) has mot been presented. Following spph-
cant’s response to this requirement or the abandonment thereof, the
application will be forwarded by the examiner to the Office of the
Aggistant Commissioner for Patents for appropriste review a8 noted
under 37.CFR 1.607%(c).

APPLICANT IS REQUIRED TO RESPOND TO THIS RE-
QUIREMENT WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER TO AVOID ANY QUESTION OF ABANDON-
MENT.

Examiner Note:
The primary ezaminer must refrain from commenting as to the

reasons for applicant’s failure to disclose the U.S. patent identifi-
cation,

After the applicant’s response or abandonment of the
application, the examiner is required to “notify the
Commissioner of any instance where an applicant fails
to identify the patent” under 37 CFR 1.607(c). The
examiner’s notification should be in the form of a
memorandum directed to the Office of the Assistant
Commissioner for Patents. The memorandum must be
accompanied by the application and a copy of the
patent from which the claim(s) was copied.
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editee be notified (1) when the attempt to provoke the
intécference is fitst' made, and'(2), if an interference is
aotdecllred ofthedeicionmttodechmmm-

Tm:reguhtionprovxdesapetemeewuhnomea
soon as en applicant attempts to provoke an interfer-

ence with the patent 2o that the patentee can preserve
the invention records from the moment the notice is
received until the tinie, in some' instances many years
later, when the interference is ultimately. declared be-
twecn the patentee and the applicant. -

- Form: Paragraphs 11. 19 and llzoshouldbeusedto
notlfythe ‘patentee.

Pem Pm .19 ,
NOTICE TO PATENTEE, INTERFERENCE SOUGHT .

You are héreby notified under 37 CFR. 1607(d)mumappmtu
mctopmvokeanmmferenee with your patest:No. [1}.-: ... -

T'heldenﬁtyoftheappheantwﬂlnmbeduclosedmm-mm-

Meffectw:ﬂbephced\mthepaten ﬁleandwif.lbenattotbe
patentee. :

lf‘mmterferenee:sdechred noucethereofwﬂlbemndewder37
CFR!GI!

Fw-Pmlphll.zo :"‘_ '-, . L
KROTICE. TO PATENTEE. INTERFERENCE NOT. DE-
CLARED e

Notice' was eommumcated £o.you under 37 CFR’ 1607(d) on [l]
that an applicant wss seeking to provoke an interference with your

u.s. petentNo [2]
Aﬁnlldetemunmonofthlsusuehasreeultedmadecmnotto
declsre an interference.

No mqumes regarding the ideatity of the applicant will be enter-

Examiner Note:
In bracket I, unertlhedateofmaﬂmgottheearhamzhat
claims had been copied from that patent.

It is anticipated that patentees may make inquiries
as to the status of the application after the first notifi-
cation has been received. Since the group having re-
sponsibility for the application will be indicated on
the letter and the letter will not contain any informa-
tion pertaining to that application, it will be necessary
for each patent examining group to establish and
maintain some type of permanent record. The type of
permanent record is left to the discretion of the group
director. This permanent record must be independent
of the application file and the patented file in order to
provide adequate information for patentee mqumes
relative to non-receipt of either a second notice or a
notice of declaration of interference either before or
after either is mailed from the Patent and Trademark
Office. Additionally, the permanent record must 8ss0-

mbmhtbewm aumber and. the
wmammmwwm

a separate group file for 1.60%(d) notices sent to pat-
enmuviug appromatef cation of the patent
and application, ‘

In summery, a3TCFR léﬂ?(d)mme(mepen-
graph 11.19) is prepsred by a person in the group
having jurisdiction over the application attempting to
provoke an'interference with a patent. The original is
placed of record in the patented file, one copy is sent
to the patentee, and an entry is made in the perma-
pent group record for 37 CFR 1.607(d) notices. If a
final decision is made that no interference will be de-
clared, & primary examiner will prepare and sign a 37
CFR 1.607(d) notice (Form paragreph 11.20).

The original of this notice is entered of record .in
the patenied file, one copy is sent to the patentee, and
another entry:is made in the permanent record for 37
CFR 1.607(d)-notices. If an: interference is to be insti-
tuted, the declaration:of interference notice will:be
sent by an examisner-in-chief and mno: addmonal form
wnll be seat by the examiner. =

' ALTHOUGH “THE *“PERMANENT RECORD
FOR" SECTION>1.607(d)-'NOTICES INCLUDES
IDENTIFICATION BOTH OF:‘THE ' PATENT
AND . APPLICATION,. . THE  PATENTEE
CANNOT 'AND SHOULD' NOT BE GIVEN ANY
INFORMATION CONCERNING THE PARTY
OR APPLICATION: ATTEMPTING: TO: PRO-
VOKE " AN: INTERFERENCE UNLESS - AND
UNTIL AN INTERFERENCE IS DECLARED 35
U:S. C. 122, w

2308 Interference Between an Appllcatmn and s
Patent; ana Facle Showmg by Apphcant
- [R-2] .

- 37 CFR1.608 Inlerﬁrence betwen an appl:catzon and a patent.
prima fiocie showing by applicant. (a) When. the earlier of the filing
date or effective filing date of an application is three months or. less
after the earlier of the filing date or effective ﬁlmg date of a patent,
the applicant, before an interference will be declared; shall file an
affidavit alleging that there is'a besis upon- which applicant is enti-
tled to & judgment relative to the patentee.. ‘

() When the earlier of the filing date or.the effecnve ﬁlmg date
of an application is more than three months after the earlier of the
filing date or the effective ﬁhng date under 35 US.C. §120 of a
patent, the appllcam, before an interference will be declared, shall
file (1) evidence which may consis¢ of: patents or printed publica-
tions, other documents, &nd one or more. affidavits which demon-
strate that applicant.is prima facie entitled to a judgment relative to
the patentee and (2) an expla.natlon stating with particularity the
basis upon which the applicant is prima faéle entitled to the judg-
ment. Where the basis upon which an applicant is entitled to judg-
ment relative 10 & patentee is priogity of invention, the evidence
shall include affidavits by the applicant, if possible, and one or
more corroborating witnesses, supported by documentary evidence,
if available, each setting out a factual description of acts and cir-
cumatances performed or observed by the affiant, which collective-
ly would prima fecie entitle the applicant to judgment or priority
with respect to the earlier of the filing date or effective filing date
of the patent. To facilitate preparation of a record (§ 1.653 (g) and
(h)) for final hearing, an applicant should file affidavits on paper
which is 8% x 11 inches (21.8 by 27.9 cm.). The significance of any
printed pubhatm or other document which is self-authenticating
within the meaning of Rule 902 of the Federal Rules of Evidence
or § 1.671(d) and any patent shall be dnscmcd in an affidavit or the
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cant would be entitled to-a judgment relative. 1o the: patentee is al-
knd:nd.xfnbuaua&ea&,nmrktmemybedecm I

Uﬂder§1608 tbePTOwdlcontmuetheptevms
practice under deleted 37 CFR § 1.204(c) of requiring
an applicant seeking to provoke an interference with a
patént to- submit evidence which demonstrates that
- the applicant is prima facie entitled to & judgment rel-
ative ‘to the patentee. Evidence would be submitied
only when the earlier of the filing date of effective
filing date of the application is more than three
months after the esrlier of the filing date or effective
filing ‘date under 35 U.S.C.. § 120 of the patent.: The
evidence may relate to patentability and need not be
restricted to. priority. When the evidence (1) consists
of - prior ‘printed publications ' and . patents. and :(2)
shows that the claims of the application-are not: pat-
entable, the claims in the application would be reject-
edand theapphcmtcouldﬂeareqm t‘orreexam

f: 57 ; 1

230801 I;Patent Has Fﬂing Date Earller tlmn Ap-
plication [R—Z} B ‘
When aii applicant: attanpts to ptovol\e an mterfer-
ence with a patent, the examiner:must determine the
effective filing: dates of the: application and of the
patent. In determining the effective filing date of the
patent, only the patent’s effective United States filmg
date will be considered. Any claim of foreign priority
by the patentee under 35 U.S.C. 119 will not be taken
into account when determining whether or not an in-
terference should be declared, in order to be consist-
ent with the holding in In re Hilmer, 359 F.2d 859,
149 USPQ 480 (CCPA 1966) to the effect that the ef-
fective date of a United States patent as a reference is
not affected by the. foreign filing date to which the
patentee may be entitled under 35 U.S.C. 119. If the
patenwe is determined to be eatitled to the benefit of
a prior United States application as to claimed subject
matter involved in the interference, that application
must be listed on the PTQ-850 form (see § 2309).

If the effective date of the applicant is three months
or less later than that of the patented application, the
applicant must submit an affidavit or declaration al-
leging that there is a basis upon which applicant is en-
titled to a judgment relative to the patentee, 37 CFR
1.608(a). The affidavit or declaration may be made by
persons other than the applicant. See § 715.04.

If the effective filing date of the application is more
than three months after the effective filing date of the
patent, 37 CFR 1.608(b) requires that the applicant
must file (1) evidence, such as patents, publications
and other documents, and one or more affidavits or
declarations which demonstrate that applicant is
prima facie entitled to a judgment relative to the pat-
entee, and (2) an explanation stating with particularity

twmuﬁamm%wm: Wh
tled: 1 the Jodgment. w1n ¢ mon !

If an applicant is claiming thesamemvaumﬁasa
patent whick. has. an esrlier: effective. United States
filing -date. but. isnot . statutory bar against the appli-
cation; and -the t has mot submitted the items
required by: 37 CFR 1.608  (a) and. (b), (as appropri-
ate), the should : be rejected under 35
U.S.C. 102(e)/103. A statement should be included in
the rejection that the patent cannot be overcome by
an affidavit or declaration under 37 CFR 1.131 but
only through interference p Note, howev-
er, 35 US.C. 135(b) and §2307.02. The applicant
should also be advised: that an affidavit under 37 CFR
1.608(a). or evidence and an explanation under 37
CFR 1.608(b) (as appropriate) must. be. submitted and
it should be stated, if applicable, that the patentee has
been accorded the benefit of an earlier-U:S, applica-
tion.

If the applicant does not agree that he or "15
claiming the same invention as the patent, and filés ‘arn
affidavit under: 37: CFR: 1.131, the rejection should. be
repeated: and made final. ‘The rejection should specify
what the. count or.counts. of the. interference between

the application and the patent would be.-If the appli-

cant still disagrees with the examiner, the rejection
may be appealed to the Board of Patent Appe
Interferences, and the question of whether the. apph-
cation and the reference patent are claiming the same
invention may be argued on appeal, inasmuch as. ‘the
37 CFR 1.131 affidavit cannot be cons:dered unlss
the appllcant is found to be claiming ar’ inVention
which ‘is’ patentably ‘distinct from that clairied: in’ the
patent. See In re Hidy, 303 F.2d 954, 133 USPQ 650
(CCPA  1962) and In.re Clark, 457 FZd 1004 173
USPQ 359 (CCPA 1972).

230802 Showing Under 37 CFR l 608(b) [R-Z]

The showing under 37 CFR 1. 608(b) ‘must be such
as to show that the applicant is prima facie entitled to
a judgment relative to the patentee. Since 35 U.S.C.
135(a), as amended by Public Law 98-622, now glves
the Board of Patent Appeals and Interferences juris-
diction in an interference proceeding over questions
of both priority and patentability, the 37 CFR
1.608(b) showing need not attempt to show prior: in-
vention by the applicant, but may instead demonstrate
that the applicant would be entitled to a judgment
against the patentee on a ground of unpatentability
(as, for example, that the claims of the patent which
will correspond to the count or counts are unpatenta-
ble over prior art or prior public use, or that the
patent does not comply with 35 U.S.C. 112).

An applicant in preparing affidavits or declarations
under 37 CFR 1.608(b) to provoke an interference
with a patentee whose effective U.S. filing date ante-
dates the apphcant’s by more than three months,
should have in mind the provnsnons of 37 CFR L 617
and especially the following: -

1. That after these affidavits or declaratnons are
forwarded by the primary examiner for the declara-
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tioneﬁmmwmtlmywﬂlbeemedbym;
fnpe-in-chiel. ..,

concurrently with the notice of inter

Mdnotheeatetedapmsttheapplmt.
.30 A .evidence in response.

under, the provisions of 37 CFR 1.617(b). If the ‘appli-

cant responds, the applicant must -serve the, patentee‘t

and any other opponents with a “copy of the ongmal

sho‘w:ing'under 37 CFR 1.608(b) and of the response,
and they will be entitled to present their vnews with’

resp'ec thereto (37 CFR L. 617(6))‘1.'_‘,{.,’. ,

thentleatmg must be aut.hentxcated and i :
particularity by aa affiant having direct, knowledge of
tbe matters uwolved. However, it-is: not necmnry

practxee ‘be revealed in the affidavits,
exhibits: if the affidavits or declarations aver. nbserva-
tion of the necessary acts. and facts, including :docu-
mentation when available, before the patentee’s effec-
tive: filing date. On: the other hand, where reliance is
placed upon diligence, the affidavits or declarations
and documentation should be precise as to dates from
a date just prior to patentee’s effective: filing date. The
showing should relate to the essential factors in the
determination of the question of pnonty of mventlon
as set out in 35 U.S.C. 102(g).

. The explanation required by 37 CFR 1608(b)
should be in the nature of a brief or explanatory re-
marks accompanymg an amendment, and -should ‘set
forth the manner in which the requirements of the
counts are satisfied and how the requirements for con-
ception, reduction to practice or diligence are met, or
otherwise explain the basis on whxch the apphcant is

prima facie entitled to a judgment.

6. Published decisions of the Court of Customs
and Patent Appeals and the Board of Patent Interfer-
ences concerning the quantum of proof required by
an applicant to make out a prima facie showing -enti-
tling the applicant to an award of priority with re-
spect to the filing date of a patent so as to allow the
interference to proceed, 37 CFR 1.617(a), second sen-
tence, include Kistler v. Weber, 412 F.2d 280, 162
USPQ 214 (CCPA 1969); Schwab v. Pittman, 451
F.2d 637, 172 USPQ 69 (CCPA 1971); Murphy v.
Eiseman, 166 USPQ 149 (Bd.Pat.Int. 1970); Golota v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974);
Howvitz v. Pritchard, 182 USPQ 505 (Bd.Pat.Int. 1974);
Azar v. Burns, 188 USPQ 601 (Bd.Pat.Int. 1975) and

i1:2u I the: qlﬁdwiaor dochmtiom m to estabwh,
thut applicant would prima facie be eatitled to.a judg-,
meat relative (o the patentee, an order will be issued.
applicant to. show .cause why, summary; Judgmemf

; tosuch order:
\mll notbeeonndetedunless justified by = showing.

ll"afﬁdavns or. declarations st

0 jALe AN

(CCPA 1976)

7 f%’%}’

However, when a showmg under 37 CFR

ying upon prior i

or uapatentabxluyaabmsfoﬂhemowms If the
applicant alleges prior invention, the examiner should
merely determine that at least o 'f'date prior to. the
effective filing date of the patent is. alleged; if so, the
examiner should procwd to institute the interference
as described in’ § 2309. If the showing is based-on al-
leged. unpatentablhty of the paient ‘claim or claims,
the examiner should determme ‘whether any ground
of unpatentability alleged..is-such-that.it. would. also
apply to the applicant; for. example if the applicant al-

tha laims. of,. '

Grall, 202 USPQ 4701, (BdApp. 1978) Aithough the

applicant-may. wish:fo confest the question of. whether
the common:.invention.is: patentable. ta.the
an mterference cannot be declared un]ess the common

pnnted pubh" :
ﬁle a@tequest for eexamtnanon of the patent under 35

moa PatenthasFihngDatehterThanAp-
pheaﬁon R=2]

Althongh ‘a “patent whxch has ‘an’ eﬂ'ectwe US
filing' date’ later thai the effective filing date of an ap-
plication is not prior art against that' application, the
application should not be issued if'the application and
patent contain claims to the same patentable inven-
tion. In order to avoid the'i issuance ‘of two- patents to
the same patentable mvention, ‘the examiner should
take steps to institute an’ mterference between the ap-
plication and the patent R

If the apphcatlon contams at least one allowable
claim drawn to the same patentable invention as at
least one patent claim, the examiner may initiate the
interference by proceedmg as described in § 2309. If
the application does not contain such an allowable
claim, such a claim should be suggested to the appli-
cant, as described in § 2305. '

If the appllcatxon dnscloses, but does not claim, an
invention claimed in the patent, so that a patent could
be granted to the applicant.. wnthout an_interference
proceeding, the patent should only.be. cnted to the ap-
plicant. The applicant can then determine whether. to
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aminer to be patentable over any count;end . .
() Whethér sn applicant or patentee is entitled to the beaefit
of the filing date of sn ariér application asid, if 6o, sufficicat -

exsitinef shall for-

B and ‘claims '11-and 12 ‘of application F
the count and (2) caifn 3 of application

rate. patentable. invention -from’ the

.y

1 Formulation of Counts,
fore. preparing. the: “Interfer

randum”. (Form PTO-850),. the; examiner must: deter-
mine, precisely what the count, or counts of the inter-

ference will be. Unlike previous practice, under the
revised rules (37 CFR 1601-1.688) the question of
whether the interference irivolves'a patent is essential
ly irrelevant to the formulation of the countsl '~

"In formulating. the count or counts, the examiner

must decide two interrelated questions: (1) how many
counts will there be, and (2) what will the scope of
kept in mind: .. . ‘

2 L. Each count mist be drawn to a separatc pat-
entable invention, that is to say, the invention defined
in each count must not be the same as, or obvious
over, the invention defined in any other count. How-
ever, a count may properly be included if it is unob-
vious over another count, even though the reverse
might not be true. For example, a count to a species
and a count to a genus might properly both be inclad-
ed in the interference if the species is patentable over
the genus, even though the genus might not be pat-
entable, given the species. o o
It is expected that most interferences will involve
only one count or 8 very small number of counts, in
view of the requirement of separate patentability.
3. A count should normaily be sufficiently broad
as to encompass the broadest ‘corresponding patent-
able claim of each of the parties. However, a sitaation

cant’s corresponding claim inclndei?:{wﬂwyi‘ﬂmw
thiat 37 CFR '1.606 provides thist a count may’ ot ki
which corresponds 6 it;'this does mot préclude Tater
ubstittion of & count Which is narrower'thsfi the
patent claim, s the result of a preliminsry motion
under 37 CFR1.633(¢). '~~~ o o oo
"3, A count may not be so broad as'to
table over prior. art. If a count cannot be made

ciently broad in scope astoembtacethe br

sication;  clai
96 patentable claim. 8 (engine). If an ink

.be. one count (engine). Claim
1 B be desis

-.aind 2 ‘(6:Cylinder -engine).: Application:D: ontains | patentable
. cliim 8-(engiue):;Aniengine and & 6-cylinder: engine define.the

. \Exaimple . 3| Application ‘B .contains : patentable-: claims I
(engine);: 2 (Gcylinder. engine); and 3; (engine with a platinum
piston).. Application . contains, patentable claims 11 (engine) and
12 (8-cylinder engine). Claims 1 and 2 of application E ‘and
claims 11 and 12 of application F define the same’ patentablé in-
vention. Claim 3 of application E ‘defines a'separste patentable in-
vention from claims 1 ead 2 of spplication B snd claims 11 and
12 of spplication F.If an interference is. declared, there will be

one. count (eagise). Claims 1 and 2 of Application E and claims
11 and 12 of applicition F would be designated to corréspond to

the count. Claim 3 of application E ‘would not be désignated to

* correspond to the'count. -+ 1L Tt s
*  Example - 4 Application G  contsins ‘patentable - claims 1
(engine), 2 (6-cylinder engine); and 3 (engine with a platinum
piston). Application H contains patentable claims 11 (engine) and
15 (engine with a platinum piston). Claims 1 and 2 of application
G and claim 11 of application H define the same patentable in-
“vention, Clsim 3 of ‘applicitiori G 'and claim 15 of application H
define 8 seperate patentable invention from claims 1 and 2 of ep-
.plicstion G asd -claim 11 of application H. If pa interference is
declared, there will be two counts: Count 1 (engine) and Count 2
(engine with a platinum piston). Claims 1 and 2 of application G
and claim 11 of application H would be designated to correspond
to Count 1. Claim 3 of application G and claim 15 of application
H would be designated to correspond to Count 2. o

Example 5: Application ¥ contains patentable cleims 1 (engine),
2 (combination of an engine and 2 carburetor) and 3 (combination
of an engine, a carburetor, and a catalytic converter). Applica-
tion K contains patentable claims 31 (engine), 32 (combination of
an engine and a carburetor), and 33 (combination of an engine; 8
carburetor, and an air filter). The engine, combination of an
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- plication: § javd gléless 31; fszmsaof&mm:‘n K would :be:

Mesignated to correspond to,the count. Claim 3 of ation.J.
. would not be 10 ihe count, :
' Ekainple 6 mmmn continue to follow nmackv ' L ts,

120 USHQ 88 (Comsi's.Pat; 1955). Application L contalis patent-
.'whclml(l&Mamupoﬁbemu«me).’Z(bem-
m).mdj(tolm) eoaumpmnb}ecluma
11. (benzene). Benmemdtoluenedeﬁaetbeaune tenublem-
‘vention. lfminurferencehdec!ued,merewmbeone count’
(Markush group of benzene or toluene). Claims I, 2.and'3 of ap-
plwatmLmdchrmllofnpphe«meouldbedwmtedw
-correspond to the count., oy
 Example 7 Apphanon N contains pctenuble claun 1 (bqn
‘Zene).' Application P’ confainé petentable claim 11° (xylen'e). ‘Béns
memwku&ﬁu&emcmmﬂemmlfmmp

' & Q claitis 1 (M
'kushgmupofbenzeneor Wlorafoim), (beazme),andﬁ(chlo-
./ rofozin); Apmkmwmmp:mmbkd&nas (benzem)

“ton '@ #nd clidm 33 ofippimubn
. invention from beazene sud an interference is declared, th

) ppf i P (gt Gyid :
* grotip of benzene or chloroform), 12 (benm),/and 13 (chloru-
- form).: If bénzene and ch!oroform define; the, sanie patentsble in-
- vention and_an interference is .declared, there, will be one count
. (Mar ush,group of benzene of chloroform) ‘Claims 1, 2 and '3 of
‘claim ‘lZandBofapphauon’!‘wonl&be
. designated to cofrespond to the cousit. The PTO will continveé'to
. ‘eudbere; to. Becker-v.: Patrick,. 47 USPQ 314-(Comm'r;Pat. 1939).
. An mterference can have two counts only if one count defines a
scparatc patentablc invention from 2nother” count. If chloroform
"definés ‘8 separate patentable invention from' behzene and an ‘in-
 tetfereiice is declared, there will be two counts: Count 1 (ben<
zene) and Count 2 (chloroform). Claims 1 and 2 of applicetion8
_ and claims .11, and 12 of application T would ‘be designated to
_correapond to Count 1.’ Claims 1 and 3 of application
‘claims 11 and 13 ot‘ apphcanon T would be' dwg.mted
spond to' Count 2. S v
Example 16 Patent A contsins. clarm l (eagme) Apphmtlon U
. contains patentable claim 11 (engiue)., If an interference is de-
clare, there will be one count (engine), ‘Claim 1 of patent A and
" claim 11 of apphcatwn U would be desrgnated to corrapond to
the count.

Exarmple 11: Patent B commns clmms 1 (engme) and 2 (6-cylm-
der engine). Application V contains pateatable claim 8 (engine).
An engme end a 6-cylinder cngme define the same patentsble in-
vention. If an interference is declared, there will be one count
(engine). Claims 1 and 2 of patent B and claim 8 of apphcatron v
would be designated to correspond to the count,

Example 12: Patent C contains claims 1 (engine) 2 (6-cylmder
engtne). and 3 (engine with a platinum piston). Application W
contains patentable claims 11 (engine) and 12 (8-cylinder engine).
Claims 1 and 2 of patent C and claims 11 and 12 of application
W define the same patentable invention. Claim 3 of patent C de-
fines a separste patentable invention from claims 1 and 2 of
patent C and claims 11 and 12 of application W. If an interfer-
ence is declased, there will be one count (engine). Claims 1 and 2

. of patent C and claims 11 and 12 of application W would be des-

8 mpondmthem <if chiogdfore: defimes a sepuﬁtemwnuble

- zene and chioroform define separate

Example 14: Patent Econhim' clﬁm;l“(uukmhmof
. bemzene. or. toluene), 2 (benzene), and. 3 (toluene); Application Y.
. contging. patentsble cleim. .11 (benzene). Benzeme and toluene
. define: the - same. patentsble iaventicn. If an. interfesence is- de-
chred.thmwﬂlheoneeount(Mnrkushmxpofbumeof
- toluene).-Claims' 1, 2md3pn=nElndclnimllohpplmou
=¥ would be designated (o corvespond 1o the count. . el
"Exampkls:luthrseumple,meclnmofpatentEmdm

themnu.Amnglepatmtchxmwouldhe :esuwd,subjectw

amoncnunder37CFR1633(c),nottodeﬁnesepmtepatmt

sble inventions. Patent G contsins claims 1 (Markush group of

- belizene of: chloroform); 2 (bendene);: md&(chloroform). Appli-
‘am Anterf

cation AA contains patentable claim 33 (Genzede). Ifram:
_ence is declared, initially it will be presumed by thel’l‘O subject
toalaermoﬁonMer37CFR1633(c),thatbenmemdchlo-

'roformdcﬁneﬂxeumepltmtnbleinvennm “There 'will: be one

count(Mnrknshgroupofbenmeorcblomform).Clumsl 2

' separate’ patentable xnveutxons, that party
could ﬁlenmoﬁonunder37CFR 1633(c) to redeﬁnetheewm
and the clsinns corresponding to the counts.

Example 18: Patent H contains claim 1 (Markush group of ben-
.zene or chloroform), 2 (benzene), and 3 (chloroform). Applice-
tion AB contsins patentable. claims 11 (Markush group of ben-
zene of chloroform), 12 (benzene), and 13 (chloroform). Benzene
and chicroform initially would be présumed, subject to a2 motion
under 37 CPR 1.633(c), (o define the same patentsble invention,
because they aré recited a5 & Markush group in a single patent
claim. If an interference is declored, there will be one count
(Markmh group of beazene of chloroform) Claims 1, 2 and 3 of
patent H and claims 11, 12 and 13 of application AB would be
designated to correspond to' the count if'a party believes ben-
patentable inventions, the
party ‘could move under 37 CFR 1.633(c) to substitute a count
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ﬂwrewnﬂbeoﬁecm(umhodofmixmgmdhuﬁu)dml
ofpatcm]andclumlofapplmﬂonACwouldbedenmwdto
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~ Eumpkzamfmmthuexunpleuethemasﬁmple
= 18 AmmeﬂmwplmntABbehevenh:tbeuenemdehom
“form define seperste pea tentable inventions: Applicsnt: AB: woald
"'ﬁleamouonudet!lﬂxc)(l) 10 substitute. Count 2 '(benzene)
 for Count' 1 (Markush group of bentene of chloroférm) and edd
Count 3 (chloroformy}.: lf the examiner-inichief. grents the motion,
-the. interference -would be, redeclared. by. deleting; Cogat .1’ and
;muuunum mpheeOomtsz and 3 Clnm! snd 2.0 the
: \ 12.0f - oy 5

invention and the Board holds that’ they;are the samée
” invention, the paity proving the carlisest priority as to either ben-

zene or chloroform would prevul as to all’ claims. Thus, if pat-
“ entee H ifivented benzene ‘before’ apphcant AB invented berzene
or chloroform; patentee H' would be entilled to & patent contain-
ing claims 1 through'3 i ‘even if applicant ‘AR invented chioroform
before patentee H invented chioroforimn. Apphmt AB wonld not
be enmled to a pntent wrth clums 1t through 13

2309.02 Prepnratwn of Papeu—lnitial Mmo-
randum [R-Z] '

The only paper prcpared by the exammcr is the Ini-
tial Memorandum: (Form - ‘PTO-850 Revision .Y%s or
later) ‘addressed to' the Board of Patent- Appeals and
Interferénces which provndm authorization for prepa-
ration of the declaration notices. The latter papers are
prepared in the Service Branch of the Board..

A sample of a ﬁlled-out Form PTO—850 is shown
below.

A separate form is used for each count of the inter-
ference The form need fiot be typed unless the count
is not identical to any claim of any of the ‘parties. If

the count is identical to a claim of one of the parties,
the number of that claim is circled. If the count is not
identical to any claim of any the parties, the count
should be typed in the space provided on the form
(an additional plain sheet may be attached if needed).

The files to be included in. the interference should

be listed by last name (of first listed inventor if appli-

MANUAL OF PAMW PROCE!)URB

wd mmm
 patent is'involved.

cation s joint); serial mumbsr,

pdnyueﬂmhdtoﬂlebeaeﬁtoftheﬁlmsdateofone
‘pplications (o paténts) 28'to the counts, the
ovided on the form for indicating this fact
shouldbeﬁlledmutoallsuchapphcauom ‘It is par-
ticularly important to fist all intermediate applications
necessary to provide contmmty of pendency to the
carliest benefit application to which a party is entitled.
Anuppbunthllbeaccordedthebencﬁtofafm-
eign application on'the Form PTO-850 and declara-
tion notices only if the papers required by 37 CFR
1.55, mcludmg a sworn translation; have. been filed
and the pumary examiner. has determined that the ap-
plicant is infact entitled to the benefit ‘of such appli-
cationi, A’ patentee may be iccorded the: beneﬁt of the
filing date of a. iplie e of
wrfereme ptovnded he hes: complxed with. the reqmre-
-of 37 A58, hasﬁledaswommnshtmn,

the- spaces provaded on the
to a count ify: ccmsndenng the count as pnor art, the
USC 102 or. 103 If the examiner is in doubt as to
whether a party’s claim does or. does not correspond
to a count, it should be listed as corresponding to the
count. If the party disagrees with this listing, a motion
may be filed under 37 CFR 1. 633(c)(4) during the in-
terference to d&slgnate the clalm as not correspondmg
to the count.

 Note that for each count, every clalm in a party’s
application or patent must be designated as. eithier cor-
responding or not corresponding to the. count. The
fact that a claim may be under rejection -does not
mean that it should not be dmgnated “For' every
claim of an application which is listed on the form,
the examiner must indicate whether or not that claim
is allowable by writing *“(allowable)” or “(not allow-
able)” next to the claim number(s). At least one of the
claims designated as corresponding to the count must
be allowable.

If an involved case contains multiple dependent
claims, the examiner should be careful to indicate
which embodiments of each multiple dependent claim
correspond or do not correspond to each count. An
embodiment of a multiple dependent claim should not
be circled on form PTO-850 as being the count, but
rather, the embodiment should be written out in inde-
pendent form in the space provided.
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tson afﬁdmu or ¢ declaratlom nader 31:‘:?& 1, 131 of
.mmmumwmumm

&mmmwwmm&mmp-,
peals.and Interferences. If the interference proceeds

normally;, these: affidevits. or declarations. will- be  re<
moved.and sealed. up: by the Service Branch of the
Boerd of Patent Appeals and . Interferences and e
tained with the interference.

Affidavits or declarations under 37 CFR 1. 131 and
1.608 are availsble  for inspection by an opposing
party to an interference after the preliminary motions
under 37 CFR 1633 are decnded “See 37 CFR

1.612(b).

Affidavits or. declaratlons in the file of a patent -are “
not removed, inasinuch as they have been avmlable to -

the public since the date the patent: issued.
2309&4 2]Ret:«ml in-Each- Intetfermee“

When there Afe‘ twa or more’ relawd e erences

pending in the Patent and Trademark._ Office, in order .|
that the record of the proceedings in each paiticular®
interference may be kept separate and- distinet; all-mo- -
tions and papers-sought 6 beé- filed -therein must be .

titled in and relate only.to.the. pammﬂarmterference

to which they belong, and no_motion or paper can be

is joined, another interference or matter aﬂ'ectmg an-’

other mterference

2300.08 Comultatlon
R-2]

The examiner ‘should consuilt with one of the exam~

iners-in-chief in any-case of doubt-or where the prac--

Wnth Exammer-m-Chlef

tice appears to-be obscure or confused. In: view of =

their specialized- expenence they .may be able. to sug-
gest a course of action which will avoid considerable
difficulty in the future treatment of the case: K

2309.06 Interfering Subject Matter in “Secreey
Order” Cases [R~2]

37 CFR 5.3 Prosecution of application under secrecy order; with-

holding patent. (b) An interference will not be’ declared involving

national applications under secrecy order. Howeves, if gn spplicant

whose application:undes secrecy order copies claims from an issued
patent, a notice of that fact will be placed in the ﬁle wrapper of the

patent. (See § 1.205(c)).

Since declaration of an interference gives immediate
access to applications by opposing parties, no interfer-
ence will be declared involving an application which
has a security status therein (See §§ 107 and 107.02).
Claims will be suggested so that all parties will be
claiming substantnally identical subject matter. When

all applications contain the claims suggested, the fol-

lowing letter will be sent to all parties:
“Claims 1, 2, etc. (indicating the conflicting

claims and claims not patentable over the applica-
tion under security status) conflict with those of
another application. However, the security status
(of the other application/ of your application)

o thé”‘mterf‘" 7 eﬁng cIanns

ilemthfé"emembersofthe”noudsmﬂ"(l)hwmalugmemat

' 1.682, 1.656() or 1.658 or
’ natesthemterference

"".’rh«fc W}z’r;u:}m b
the remaining clai
Anometlmclamhve’bednprewntedma “gg-
curity -type”. :application . for the -purpose of interfer-
enccmthapateutmouldbeplwedmthemwd
file. Also, maccordancethhS‘lCFRlGO?(d),the
patentee should be notified. Thequeetmn of an inter-
--ference is taken up upon termination of the “security
status” of the application in which ‘patent claims are
preaeated. The suggested notices should be modified

tlﬁcatnon of the apphcat;ons and patents mvolved and

i final-hearing;- (2)- enter-¢-decision -uader-§§.1.617,. 1.640{c) or {e),
(3):enter any other order which termi-

" {BY A% BeCEsEETY, 4k tﬁér’exmmerm-cmfmay ‘act in place of

.‘ the: .ope who declared the interference. Unless otherwise provided
~ig tlnsseeﬁon. at-the dlseret_wu -of the examiner-in-chief assigned to

' the intesferenice; a panel consitting of two 6t more members of the

. Board may enter interlocutory ordess.

(c) Unless othétwise provided in'this subpart, times for taking

"*actwnby ‘pasty i the ifterfésence will set om a case-by-case basis

- by -the ‘-m-chxefmgnedtotbem!erferalce Times for
. taking action shell -be sét and the ezaminer-in-chief shall ezercise
control over the interference such that the ‘pendency of the inierfer-

' encebeforetheBoarddmuotnomaﬂyexeeedMoyem

.-{d)-An exsminer-in-chief may. hold a conference with the parties
to consider: (1) simplification of any issues, (2) the necessity or de-
. sirability_of amendments 1o counts,”(3) the possibility of obtaining
admmomoffmlndgenmneaessofdocumuwhwhwﬂlavmd
unnecessary proof, (4) any limitations on the number of expert wit-

. nesses, (5) the Gme and place for conductmg a deposition

- {8 L673g))y md(6)anyothexmatterasmaymdmthedmpomwn
of the interference, After a confetence.( the examxner-m-ch:ef may
enter any order which may be appropriate. .

{¢) The examinet-in<chief may determine & propef course of con-
duct in en intesference for any situation not specifically covered by

his part.

Under §1610 each mterference wnll be declared
by an examiner-in-cheif. The examiner-in-chief enters
all interlocutory orders in the interference. As neces-
sary, another examiner-in-chief may act in place of
the examiner-in-chief assigned to the interference. At
the discretion of the examiner-in-chief assigned to the
interference, a panel of two or more examiners-in-
chief may enter an interlocutory order. The examiner-
in-chief will set times and control proceedings such
that pendency of the interference normally will not
exceed 24 months. Under § 1.610(d),  the examiner-in-
chief is authorized to hold conferences. Any confer-
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37cmmzimmmww
of(:;mu&rwewm:umwmhm
/ A {

¢ w 3 ERo 2 (St “
Office undelivered, or in any other circumstance where
wm-mmwm(l)md:copyd&em
0 & putestee mamed in e patent involved in. en interference or the
msmdmordmthehtem:ndhademkmﬁceor
(2) order .of en sppeopriste notice in the Official Gazeste.

(c)‘l'henouceofdochnﬁonlbnﬂspccufy
q (l)themcmdreudeuceof ach party mvolved in the inter-

erence;
a)thememd:ddrcuofrecordofanyanomeyoragemof

record in dny or patent involved in the interference;

Try

(3)theofmymmeeofrecordinthehﬁemand‘

 Office;
(4) the idcnﬁty ofany apphcnucn or patent mvolved m the m-

(ﬁwbseapaﬂyumdedthebeneﬁtoﬂheﬁhngdmof
t@edeuntyofﬂwwhuapphcmon, e

the revrscd ‘rules, the | xﬁmmér-m-chlef has w1de ‘dis-
crétion as to what actions he or ‘she may take, particu-
larly ‘with regard to the setting of times, and in study-
ing the rules it will be nioted that many of their provi-
sions are modified by a qualification such as “unless
otherwise ordered by an examiner-in:chief.” - There:
fore, it may weil be that different examiners-in-chief
will follow “somewhat - different procedures m the

mterferenccs dssigned to them.
‘ Pmmnon or-' DECLARATION No'ncs o

The papers - nmssary in declanng an interference
are prepared. at the Board of Patent Appeals and
Interferences. The notices to the. parties and the dec-
laration sheet are signed by the examiner-in-chief,
who declares the interference by mailing the notices
to the several parties to the proceedmg Thereafter
the applications and interference files are kept at the
Board where they are also recorded in a card index.

The fact that an appfication that has been made spe-
cial by the Commissioner becomes involved in an in-
terference does not entitle that interference to be
taken up out of turn. Stricklend v. Glaser, 214 USPQ
549 (Comr. 1980). The parties may expcdrte the pro-

‘ ceeding by taking action promptly when times are set,
and by requesting that certain time periods be re-
duced or eliminated.

*33(0)Mmmmmkmm. "
Utider § 1:611¢a), the PTO could, inw'ppﬂmrine*
mmmf:.alsosenddnoncetoa or

addmomlnotwewouldbeaatuamnwhmnpaunt
wasmucdonthebmsofanapplwauonmedmdu
37 CFR 147, The matters to be. specified a notice
declaring an interference are set out in § 1. 611(c) One
ntcmtobesctoutmthe“orderoftheparm, meali-
tlwordermwhrchthepartmwnlltakemtxmouy
The “order of the parties” is & procedun&mol It in-
dicates the “style” of the cm——wluch practmoncrs
are encouraged to use. If there are two counts and
one party is “semor" as to one count and “junior” as
to another count, the party has the burdcn as proof as
to .that count to. wl:uch the party is “junior.” See
§ 1. 657 Appropnate‘ cstunony penods will be set

and replies, to the opposmons — '

In setting the times for’ ﬁhng prelumnary staternents
and preliminary motrons, the exammers-m-chlef may
follow different j es. ‘Some  may hold a tele-
phone conference: with the lead attormeys to work out
times' acceptable to all parties; while others'may speci-
fy times in the declaration notices and ‘state that those
times will be final unless a lead attorney requests by a
certain date that they be changed. In either event, the
times, once finally set, will not be changed except for
good cause shown. Any motion to extend time must
reach the’ exammer-m—chlef before expiration of the
time pcnod to be extended, and may not be granted
even if it is unopposed: Note that 37 CFR 1.645 spe-
cnﬁcally provides that “The press of other business
arising after an examiner-in-chief sets a time for taking
action will not normally constitute good cause.”

- Once an interference is declared involving an appll-
cation, ex parte prosecution of the application is sus-
pended and the applicant need not respond to any
PTO action outstandmg as of the date the interference
is declared.

2312[RA2c|ceas to Applications in Imterference

37 CFR 1.612 Access to applications. (a) After an imterference is
declared, each party shall have access to and may obtain copies of
the files of any application set out in the notice declaring the inter-
ference, except for affidavits filed under § 1.131 and any evidence
and explanation under § 1.608 filed separate from an amendment.

(b) After preliminery motions under §1.633 are decided
(§ 1.640(b)), each party shell bave access to azd may obtzin copies
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(e)AnywudenceuﬁdMum ~ mgmhﬂwmot
MWW&MW thejmm-ce
s when requ:red bY!IGW(b} or

d) The pariies. at any lime may
mmmﬁuamy icationimd thenoﬁudwkr-
interféceiice. « .ppt ' ,

tn the
o 7§ 1.612, except for afﬁﬂavit: under 51 131
anid Yevidcnce ‘and’ explanation uader § 1.608(b)
fi separateftdmanamendmem,uchpmyhas
s to the file of every' other party aftér an inter-
ference is declared. The files of ‘applications and pat-
ents involved in ‘an interference are maintsined in the
Service Branch of the Board of Patent Appeals and
Interferénces for inspection and copying. Any expla-
nauonwh:chlsﬁledaspartofanammdmentoran
amendment which discusses’ detils contained in an af-
fidavit ‘under §1.131 is’ ‘not “to’ be sealed under
§ 1. 612(a) “Thus, § 1. 612(a) continues the ‘practice dis-
ussed‘ :Moommn v. Martin, 103 USPQ 273
(Comm'r. ' Pat. 1950) and Calvert, An Overview of In-
tet;férence Practice. 62 J.'Pat. Off “Soc’y. 209, 293
180). 'Under § 1“612(b). each party has acoess: to an

requxred o serve any evidénce
8 '608(b)1fanordertoshow
xs:ssuednnder§lﬁl7(a)andthcpunyr nds

parties may agree to exchange eoplec of theu' rwpec
tive ﬁles

2313 Lead Attorney or Agent [R-2]

37 CFR L6I3 Leod atiorney, same atiorney. rqmmg dqﬁ&mt
[parties in an interfevence, withdrawal of attorney or agent (a) Each
party. may be required to deslgnate one attorney of agent of reeord
as the lead atiotney or agent.

(b)Thesameattorneyoragentormembenofthesameﬁrmof

momeysoragentsmaynotrepmenttwoormpamesman
interferen.ce except as may be permitied under thesClnpter

(c) An examiner-in-chief may make necessary imquiry to deter-
miine wbethcr an attomey or agent should be disqualified from rep-
resenting a party ia an interference. If an examiner-in:chief is of the

apinion’ that an sttorney ‘or agent should be disqualified, the exam-
inet-in-chief shall refer the matter t6 the Commissioner. The Com-
missioner. will make a final decision &s to whether any attorney or

agent should be disqualified.
(d) No attorney or agent of record in en interference may with-

draw as atiorney o ‘agent of record except with the approval of an
examiner-in-chief and after reasonable notice to the party on whose
behalf the attorney or agent has appeared. A request to withdraw
as aftorney or agent of record in an interference shafl be made by

motion (§ 1.635).

Under § 1. 613(3), when a party has appomted more
than one attorney or agent of record, the party may
be required to designate a “lead” attorney or agent. A
“lead" attorney or agent is a registered attorney or
agent of record who is primarily responsible for pros-
ecuting an interference on behalf of a party and is the
individual whom an examiner-in-chief can contact to
set times and take other action in the imterference.
Section 1.613(b) continues the practice of not permit-
ting the same attorney or agent to represent two or

moge: partics in . in

the 'order under *§ 1.617(b). Under §1. 612(d)," the

ter 1.mm.;tw4;

14 Wcmn(herhm&mee 2

37CFR ldl‘lw%mm(l)mﬂwdw
mehm&cﬁuommm&cmwhmthemmfams
declared under § 1611, - .

@)Wbm&emnffcreaundedued!hemterfemcenawn-
medwewxﬂunthemmgoﬂsusc524 S

(c)meummershﬂhlvejumdmovermypendmgapph
cation until the interference. is declared. An examiner-in-chief,
wbaetppmpnate.maymralmtedpurposemtorejutisdicﬁonto
theenmnerovermyxpyhunonmvo!vedmthem“ 3

Section 1.614 specifies when the Board gaing jnns-
diction over an interference. The section also. indi-
eawswhen anmterfereaeebecomes acontestedense

theexammensauthon_z_edand, ay.]
tain situations, such as, when.a party:
§1 633(c) to add a proposed. iy i

an examiner with respect to
tion before the' Board in a

volved therem are to be de ned j
includes not only the questi of pnorlty of i mventton
but all questlons relative to ‘the patentablhty to each
of the parties of the clalms in issue or of any claun
suggested to be added to the issue. :

Examiners are admomshed that mter panes ques-
tions should not be discussed ex parte. with any of the
interested .parties and. that they. should .so, mform ap-
plicants or their attorneys if any attempt is. made to
discuss ex parte these inter partes questions..,

The interference is declared when the exammer-m-
chief mails the notices of interference to the ‘parties.
The interference ‘is -thus technicdlly ‘pending beéfore
the Board of Patent Appeals ‘and” Interferénces from
the date on which'the notices ‘are mailed; and from
that date the files of the various applications set out in
the notices are opened to' inspection by the other par-
ties to the extent provxded in 37 CFR 1.612.

Obvious minor errors in the counts or correspond-
ing claims of an application may be corrected by the
examiner-in-chief before the déclaration notices are
mailed. The changes will be made in red ink and ini-
tialled in the margin by the examiner-in-chief,

Throughout the. interfesence, the interference and
application files involved are in the keepmg of the
Service Branch of the Board except at such times ‘that
action is required, such as for concurrent prosecutton,
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2515, Saspension of Ex parte Prosecution [R-2]
37 CFR l6l$SumMofammwn. (8) When ea in-

terfevence is declared; ex parie peosecution of en spplication in-
volved -in the: imesferénce i 'swipéaded. Awmendments and other

pepers releted (o the spplication. recrived during pendency of the.

interforence will. not be entered or comsidered i the interference
vmmchemdmemww

@)&mmmnumspeaﬁedmmybemunued;
er-m-cw

“‘The treatment of amendments filed durmg an‘mter-;

fetenceucmxdetedmdewlmim,;_,

parie ;prosecution. of an . appeal. under: 7 CFR
1191 mayproceedeomrrenﬂy wuh,a_n interference
the:same spplication - with. the
commtoftheexammer-m-cmefpmvndedthepnmnry
- examiner ~who: forwatds: the. sppeal . certifies, in\ a
memormdumtbbephcedmtheﬁle.tbatthesubject
matter of the imterfefence does not- conflict ‘with:the
subject matter. of the appealed claims. The approval
of the examinér-in-chief in charge of the interference
mustbe oblsined before undertaking - any eoncument

promutwn ofthe apphcatnon _
zsns [g‘x o emm-g Appllenﬂons

Whereoneofseveralapphuﬂomofthesamem-
ventor or assignee which contsin overlapping claims
gets info an interference, the' prosecution of all -the
¢ases not in- the interference should be carried as far
as possible, by treating as prior art-the counts of the
interference and- by ‘insisting on’ proper lines of divi-
sion or distinction between the applications. In some
mstawecsmpensmofactmbytheomcecannotbe
avoided. See §709.01.

Where an application involved in an- mterference in-
cludes, in addition to the subject matter of the inter-
feteme, a separate and dijvisible- invention, prosecu-

of the second invention may be had during the

of the interference by filing a divisional ap-

plication for the second invention or by filing a divi-

sional spplication for the subject matter of the inter-

ference and moving to substitute the latter divisional

appllcatton for the application originally involved in

the interference. However, the application’ for the

second invention may not be passed to issue if it con-

tains claims broad enough to dominate matter claimed
in the application involved in the interference.

From Paragroph 10.16
REIJBCTION BASED ON COUNT OF AN INTERFERENCE

thepatentuwbemvo!vedina:_

whmemmfmnw‘wihthecomentofmeenmin‘

1. mwmmmmj«mmssvsc
102 or 103 using the count of en interference es prior ert.

2. This peregraph is appliceble only 10 én spplication thet i
common!yowndbyamyinthinm&rmbﬁumin-
voivadinthehmrfemee

For- m 11.11 .
SUSPENSION oF PROSECUTION PENDING OUTCOME OF
INTERFEREKRCE

_ ‘l'heouwomeofmterferenceNo [l]hnamatenﬂbunnsontbe

tentah ’!yoftbeclnmxntms‘apﬂ:cmon Prosecution in this ap-
phecnonu SUSPENDED pmdmgnﬁnnl,;udgmemmthe mterfer-

:mmm‘unmsauupforwmmmm“

l‘hnpuamm:ldonlybeuwdmmappmMu
notmtbemMaucebutueommonlyownedbymofmew-
- tie thereto; .

23‘1

r. Failure to Comply wm;
- Rules or Order.[R2] . -
37 CFR 1616 &  Sanctions for _'bamplymbmlaarmer

tsonuplmnpanywho complythhtbexe‘uMomofthu
mamyordetmedbymenmmermhwformenmrdm
te sanction may:include among others entry of en order:
()] Holdlng eertam flct! toluve been established in the interfer-
ﬂcﬁ
(b)l’recludmgapanyfromﬁlmgnmohonornprehmmry

statement;

(e Precludmg e party from pracntmg or contemng ' pamcuhr
issue;

@ Preciudmg & party from requestmg, obmmng. or opposing
dizcovery; or

(e} Gmntmg jndgment in the mterference :

Section 1.616- permlts an . exammer-m-chnef or the
Board to impose appropnate sanctions against a party
entered in the interference. Paragraphs @) through ©
of §1.616 sei forth some. .of the possible sanctions
which can be eniered. The particular sanction to be
entered will depend on the facts of a given case and
ordinarily will not be entered prior to giving the af-
fected party an opportunity to present its views. An
individual exsminer-in-chief cannot impose a sanction
granting judgment -inasmuch as entry of a judgment
requires action by the Board. See § 1.610(2). A party
desiring sanctioms imposed against an opponent can
move under § 1.635 for entry of an order imposing
sanctions.

For examples of cases where sanctions are warrant-
ed, see Woods v. Tsuchipa, 207 USPQ 228 (Comm'r.
Pet. 1979) and Tezel v. Bellantoni, 188 USPQ 688
(Bd.Pat.Int. 1975).
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mw'mumﬁm eviderice filed by en spplicent wader

§ 1:608(0) o
judigeietit’

wtjudmmrdnmtothepamwe.themrtgtmshaﬂ £0-
ceed in the normal manner under the regulations’of this’ part. lfm
the opinion of the exsminer-in-chief the evidence fails, to show: that
the applicant .is prime facie; entitled to & judgment relative (o the
patentee, the eumer-m-c!pefshall, concurrently. with. the notice
declnmgthemte:&rmc.entennorderm;therwonsfonhe
opinion and directing the applicant, within 2 time se¢ in the order,
to show cause why summary judgment shonld not be eatered
sgainst the epplicant.

(b)‘l'heappham myﬁleamponsetotheordermdsme any‘\
reasons why' simmery” judgment should not be ‘entered.” Any ‘re.’

quests by the applicant for & hearing before the Boerd' shall 'be
magicm the“ . Additional evidence shall not be presented by

shows, good
presented mﬂxtbeevadameﬁledunderhﬁ)s(b) At the time an’

applicant files a response, the applicant shall serve on each oppo-
nentampyofmyevmdeweﬁledundcrﬂ@&(b)mdmupan:

(c)lfarespomennotumclyﬁledbyd:eapplm d
shnﬂenm:ﬁnﬂdeemongrmnngsummary;udmtmimttbe
licant.
a‘p?cl)lfareu{:amn.a|stim¢:ly'ﬁled by thie: spplicent,: all oppbaents
may file ¥ stitement within: & thme:set ‘by: the examiner:in-chief.: The
staterment may set forth views as to why summary Jt:%ﬂgnent lshould
be tedagmnsuheapplxam.but the statement ! be limited
m&‘;nmmgw‘ﬂyallthe idétide vreiénedﬁyﬁeappﬁcant%&
not overcome the ressoas given by. the’ exsminsr-inschief for issuing
theordettosboweamﬁwdenoeslmﬂmt ﬁled.byanoppo-
(e)Witbm ‘& 2 bythemmmeﬂn-chxefan ph~
"',totﬂystatementﬁled&yanyopponem
(OWhenmoremuntwopammmvdvdmmmterference,
allpamesmaypuuctpatemsnmmaryjudgmentproceedmgsunder
thids section

®Iifa rsponse by thc apphcant is t:mely ﬁ!ed the exammer-nb
chief ‘o¢ the ‘Board shall decide whether the evidence submitted
under § 1.608(b) and any edditional evidence properly submitted
under: paragraph .(b) of this: section shows that the applicant is
prima facle entitled 1o & judgment relative to the patentee. If the
spplicant is not prima facie entitled to a judgment, relative to- the
patentee, the Board shall enter a final decision granting summary
judgment against the applicant. Otherwise, ag, ultcrlocutory order
shall be entered authorizing the interference to proceed in the

normal manner under the regulations of this subpart. -

(B) Only an spplicant who filed evidence under&lGOS(b) may
request & heering. lflhatapplwantreqmnheanng the Board
may hold a hearing prior to entry of a decision under paragraph @
of this section. The examiner-in-chief shafl set a date and time for
the besring. Unless atherwise ordered by ‘thie examiner-in-chief or
the Board, the applicant and any. opponent will. each be eatitled to
no more then 30 minutes of oral argument at.the hearing,

Section 1.617 provides. for summary judgment pro-
ceedmgs in those cases where a junior party applicant
is required to file evidence and an explanation under
§ 1.608(b). To avoid summary Judgment, ‘the  junior
party applicant must establish that it is prima facie en-
titled to judgment relative to the senior party patent-
ee. For the most part, practice under § 1.617 wnll be
the same as the previous practice under 37 CFR
1.228. The major changes from the previous practice
are the following:

(1) A prima Jacie case can be based on patentabnhty

as well as priority.

nE agalnse applicant; (8) An eum-’

i the applicant is:primid flacie Eatitied 10 &
relafive do” the’ patentes. 'If the' exuminer-bichief duter:
mines thet the evidence thows the applicant is prima fiscie entitled’

conndered by the Board wiless the applicant
csuse why any.nddfuonal evidence was, niot initially’

MANUAL OF PATENT! EXAMINENG PROCEDURE

-2y Aostricter stamderd rwill: wwm pireasnits:
ing additional evidence after: entry: of 4n order to:
show :cause. Under  previous ' : peactice (37, CRR
§ 1.228; -now. deleted), -additional - evidence. could, be.
submisted with 8 response to sn order. to show cause.
“when a showing in excuse of ... .{M]Mmftam,
themmd”showmgmmm.'rhe goodcam
showing . required by §.1.617(b) .imposes 8 stricter
standard than was required under the prior rules, The
stmmrsundarducomxderednecemarymoderto
encoerage applicants copying clsims: from a'pateat 10
better prepare their initial showings under § 1.608(b).
Under previous practice, the Board of Patent Interfer-
ences found that substantial time was lost.in issuing
orders to ‘show cause based on an inadequate. initial
showing only ‘to have an sdequate showing: ‘made
with the response to the order to show causé. 'Under
the “good cause” standard, ignorance by a party or
counsel of the provisions of the rules or the substan-
uve requxrements of the law wnll not constltute good
(3) When an
p&m ‘all “opponents ‘are: permitted to participate in
f \’ﬂdgment“prmeedmgsﬂ Thus, :the: revised
rales  overrule:Chan' v;: Aklba V"'Clayta ; 189 USPQ
621 (Commi'r! Pat:: 1975). e IR
= (4) Previously, an' apphmt lwd*to file two: copca
of s initial showmg under 37.CFR:§:1:204(c): Under
§ 1:608(b), a 'party-need 'only: filé-one copy: of the
showing: However, any party. responding ito-an order
to show cause: must serve a copy:of its:initial. showing
under: §:1.608(b) -with: any rmpomef o:,the order 10
show cause. R E ETARt v
{5) A single exanuner-m-chlef may order an mter-
ferénce to proceed ‘after issnarice of ‘an'order to show
cause under § 1.608(b) and the filing of a response by
an applicant under: § 1.617(b): Only the Board, how-
ever, may: enter-a summary judgment. See. § 1.617(b).
-“Any opponent.may attack the sufficiency of .an.ap-
pbcant’s showing under § 1.608(b). when that showing
is' presented as evidence under: § 1.672. In. summary
jodgment- proceedmgs. all an .applicant need. do is
make out & prima facie case. If the. interference.is al-
lowed to proceed in the normal manner, the apphcant
must prove priority by a preponderance. of evidence
(when the application and the patent are. copendmg)
or beyond a reasonable. doubt (when the application
was _filed . after _the patent issued). Mamfestly, the
burden - in summary Judgment proceedmgs is -not as
stnct as the burden in proceedings followmg summary
ent. Breuer v.. DeMarinis, 558 F.2d 22, 28, 194
USPQ 308, 313 (CCPA 1977) and Schwab v. Pittman,
451 F.2d 637, 640, 172 USPQ 69, 71 (CCPA 1971).
The second sentence of § 1.617(d) is intended to
make clear that opponents may file statements in re-
sponse to an applicant’s “response,” but the statement
“shall be limited to discussing why all the evidence
presented by the applicant does not overcome the rea-
sons given by the examiner-in-chief for issuing the
order to show cause.” The PTO does not intend to
expand summary judgment proceedings into a “mini-
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additiom!) which’ the ap) hcant prmn
re Ploclinger;- 481 F.2d 1327 179 USPQ 103 - (CCPA

1973): Under § 1.617(d)-the: opponent ‘may ‘not urge a.
rmaleforsummaryjudynentwhnhdoanot
appear in the order to show cause issued by the exam-

mer-m-clgwf However, it

: Etanpk. An applmnt copies’ chm ;

“ojuifed 66 sibatit d showing under §'1.608(b). Upon reviet of the
Mnguder!l%).thcexammerm—chnfmclmm
i pig fuils to miske out & prime facie cose of pricrity; be-
mueapplmthufnﬂedtoshowmacmﬂredmonwpm
wiice; Applicent filés s response: end-inchides sdditionsl évidence
which purporis to show an actual reduction:to. peactice. The pat-
-+ emtee thes files ‘a-dtstement  in which two-arguments: gre:made.
Fmpdenteeargmthatthelddmom!evndencelnsnmbm
: - guthenticited. Second,. patentes argues. that even; if appli-
mthsshownmwtualreducuonwpmmsummryjudg
spmeat: is mevertheless appropriste because. applicant. suppressed
mdconcaledaﬂertheacmlteducuontopmcm»lfbeﬁmn-

i : granted
mlly sﬂ-'furnouce m the o:det to:how en.use. Acoordmgly,
. summary judgment will, not be based on. a. rationale raised by a
- matentec”in a sistement which does, not correspond-to the ration-
alemedbyﬂ:eexammer-m-chxeimthctheorde;wsbowcausc

Once summary judgment ‘proceedings “have con-
cluded;: an- interference: will proceed. “in :the -normal
mannier.””: The. change is intended to. codify. the. deci-
siogis in - Walsh v. Sakai, 167 USPQ 465 (Comm’s.Pat.
1967) and Ing Mt Cluou, 207 USPQ 321 (Comm T. Pat

1979). -

2318 Retum ‘of Unauthorized Papers [R-2]

37 CFR ¥ 618 Remm of unautimnzed pam (a) Thc Patcnt and
Trademark Office shall refurn o & party any paper ‘presented by
. thepartywhcnthcﬁlmgofﬂlepaperunotanthomedby,oru
not ia compliance. wuh the requuemenu of, thu subpart. Any paper

mark Office in the interference. A party may be permitted ‘o file a
cosrected paper under such conditions as may be deemed eppropri-
ate by an examiner-in-chief.

(b) When presenting s paper in an interference, & party shail not
submit with the paper a copy of a paper previously filed in the in-
tcrfctence

Utider § 1.618, the PTO has authority {0 return {0 &
party any paper presented in an interference which is
not authorized by, or is not in compliance with the
requirements of, Subpart E of the Rules of Practice.

When an  improper. paper is filed, a party may be

up@tandute—

233%c8

,é"(‘:’ﬂ f'-sq “} ﬁu Bl b

gwdn opmmar toi file o propert. paper - under

such coaditions 4s ah examiner-in-chief may deem aps
propriste. ‘Two: examples of -improper: papers ere:: (1)!
replies to zeplies :which are: not ‘suthorized by thei
rules: and 1(2) ‘papeis: presented ‘which ‘have nmhed
thereto ﬁ pcperpreviausly ﬂled% mm mﬁerﬁerence.

37 CFR I 621 Pnlimlnary smemur. ducﬁrm mu qfﬁlm,g
(e) Within the time set for filing prehmmary motions under § 1.633,
each party my ‘file & preliminary stitement: The: préliminary ‘stote-
mentmybelimdby mymd:vidwmhowiddgeofthe

by s ‘éxaminer-in-chief.

“'Sections < 1.621 through 1.629 gover
statements which. continue to be reqt

SR &N ey LR Y Yy m
sign: . preliminary. statement . climinates. lmmessaty
malhng °f papers betWeen parties :and - their

.+A preliminary; statement: serves several useful: pur-
poses m an mterference (l) 1t»servw to l.umt & pm'tys

to take mnmony, .and (3) it sérves as notice to an: op-

ponent of the case whichis allegéd: by ‘a'party. Under
the, rules ‘the. issues. which will be, raised and decided
by the Board at final heanng are: made known..;dunng

thereon, : and (c) notxc@e undet § 1 632 of a partys
intent:to: argue abandonment, suppressnon, o1 conceal

ment. ...
The prelnmmary state

ing parties notified of their ﬁlmg However, ‘thiey are
not served until ordered by the" examiner-in-chief,
after preliminary | motnons (1f any) have been decnded

2322 Preliminary Statenient, Invention Made by
Who and Where [R-2]

37 CFR 1,622 Preliminary statement, who made invention, whem in-
vention made. (&) A party S prehmmny statement must identify the
inventor who made the mventxon defined by each’ count and must
state on behalf of the inventor the facts reqmred by paragraph (a)
of §§ 1.623, 1.624, and 1.625 as may be appropriate. When 2n inven-
tor identified in the preliminary sistement ls not an inventor named
in the party’s application or patent, the party shn!l file a motion
under § 1.634 to correct inventorship. ,

(6) The prehmmury statement shall siate whether the mvenuon
was made in the United States or. sbroad. If made sbgoad,  the
preliminary statement shall state whether the, pasty is enm!ed ;o the
benefit of the second sentence of 35 U.S.C. §104.. . .. _
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’ mvm : L
i (5 The dete; mwluch the mvm WES ﬁzwactually redwed

* Under § 1622 the; peclidiinacy stasesmont

in:the inventive .entity. identified in : the ,

_ w»mmmwmumawm-,

or patent involved, in. the interference, 8 motion under:
gh‘fp 634 must be dnllgently _ﬁled o correct mvemor

2323 Preliminary Stateuent, Invention"M.de in
UMW[R—Z]
37CM I.dBMmtu;ymtcmt:mﬁaumadcm Una‘d
States. (t)WheatheummwnmdcmlheUniwdSm«a
party is eatitled to the benefit of the second sentence of 35 U.S.C.
!l%theprdmmrylmememmwmthefollowngfmuto
themvmdeﬁnedbymhcoum.
(l)mdnteonwhichtheﬁmdnwm;ofthemvenuon wu
(2)11nedauonwlnchtheﬁmwmteuducnpnonofthem~
vention was made,
(nmdm“whwhlhemvmwﬁmduclocedbyme
mvm:omotberpmm : .
‘ (ﬁmdmemwhwhthemv ;

tomlffthe

memmubocomplyvmh&lézs e

(c)mumydkpmdetmb(a)ﬂ)oﬂhkm
mlgmwm:mdmehmgmuﬂd
leges. md,et‘pammph (8)(2) of this section that i
tion of the invention was made, 4 copy of the ,
tion shali be filed’ with ‘and identified in'the prelinil 8
See{lﬁl(b)wbenaeopydftheﬁmdumngotwﬁmdwtp-
mmbeﬁhdwuhtheptdmmrymt it i

- Sections'1.623;1.624, and 1. 625 respectwely set out
the allegahons which should' be made in, and the at-
tachments ‘which ‘should “accompany, 4: prehmmary
stateinent when (1) the invention was' made -in the
United States, (2) the invention was madeé abroad and
was introduced into the United Statw, and '(3) deriva-
txon by an opponent from a party is to be an issue.

Stntement, Invention Made

24
Abrosid [R-2]

37 CFR 2 624 hvlmurwry .mtemm. mmnwn made abroad (a)
thn the invention was made- abroad snd a party intends to rely
on introduction of the invention into the United States, the prehnu-
nary statement must state the fol!owmg facts as 0 the mventlon de-
fined by each count:

(1) The date on which a drawmg of thc invention was first in-
troduced into the United States,

(2) The date on which a written dacnpuan of me invention
was first introduced into the United Ststes,

(9 The date on which the invention was first disclosed to an-
other person in the United States.

(4) The date on which the inventor’s conception of the i inven-
ton was first introduced into the United States.

(5) The date on which an actual reduction to practice of the
invention was firet introduced into the United States. If an sctual
reduction to practice of the invention was not introduced into the
United States, the preliminary statement shell so state.

(6) The date afler introduction of the inventor’s conception
into the United States when active exercise of reasonable diligence

tify the.inventive; entity-who:mede m,inmm-{ o
fined by each count. If orie. of the inventors de :

 Bréver .. DeMarinis, sSs de' 2; 194'"'vém 303
(CCPA 1971), illustrates a cese; where en actisl’ Pe<
ducnontopmncelbmadwasmtrodncedmwthe;

thit’a’dumngwumde,aoopyoﬂheﬁmdmwmgwbemed
wiifh ‘stid identified in the “stitetitent: When & pirty al-
leges under peragraph (sX(3) of this section ‘that & writlen ‘descrip-
tioa 'of the invention was made, a copy of the 'first written dessiip-
uonshallbeﬁ!edwnhmdndenhﬁedintheprehmmrymwnmm
See '§ 1.628(b) wher & ﬁm drawmg of first ‘written delmptmn
cannot be filed with the prel S

. A party does not- have to allege denvauon in® pre-
hmmary statement Where' the: party- ‘does  not know
derivation - occurred until ‘the testimony ‘period. Sec-
tion 1.625 requires a party to file a' preliminary state-
ment when derivation is an issue. If derivation is'niot
known or discovered prior to the date the preliminary
statement is due, a part must move to amend the
prelunmary statement ‘and allege denvauon promptly
after existence of denvahon is dlscovered

2326[RP;]eliminary Statenent, Earlier Applicaﬁon

‘37 CFR 1.626 Preliminary siotement; earl’rer applicaﬁon. When a
party does not intend to present evidence %o prove 8 conception of
an actus] reduction to practice end the parly intends to rely solely

on the filing date of an earlier spplication filed in the Usited States
or abroad to prove a constructive reduction to practice, the prelim-
inary statement may so state and |dem|fy the earlxcr epplication
with particularity.

Section 1.626 permits a party to ﬁle a prellmmary

statement’ which states that the.party only. intends to
rely on the filing date of an earlier United States or
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§1.631(h))- -Section Lﬁ% | DETMtS: & Jumor' party. who
‘ on}ymfto x‘elyon an mker\nppbwﬁmi to- have.

37 CFR 1.637 Preliminary sistement, sealing. b -
minary statement and copies my‘dmw

Jones v.. Smtk)audnumber‘

lope. should contain only, the preliminary statement and c

any drawing or written description.-If the preli

filed throsgh the mail, th sen_lpd,envelopeahqu!dbeenchedmm
pddrased heCommumouctof Patenuand

37 CFR 1.628 Preliminary statement, correction of ervor..{e) A mas
terial érroe arising: through: insdvertence: or mistake in connection
wuh‘(l):gﬂmmymmmm(l)dnmmamd&
- vebmitted therewith or omitied thereform, may: be. cor-
mwd}bytm(&l&ﬂforwemﬁhammmw
The motion shall be suppoited by dn effidavit-end shall; show thit:
i cosiection is essential to the ends of justice: end shall be accom-
mwmmmmmmum-s
sood 86 peactical efter discovery of the erroe.: - ~-
@)Whmnpanymmtnuchawpyofadrawmgmawrm
desé-ripiion 1o the: prty’s: preliminary - statement . as: required < by
§61.623c). 1.624(c),of: 1625(c). the. party. (1) shell show -good
c:mmduphmmtheprchmxmrysmemcmwbyacopyofme
duwmgamceadmnpuonmbeumlwdwtheptehm-
nozy stitement and (2) shall sttach (o the preliminery. statement the
earliest drewinig-of written description: made in-or. introduced into
the United States which is available. The party shall file 2 motion

{§ 1.615) w amend its preliminary statement promptly sfier. the first
drawing, first written description, or.drawing or.writien description
first introduced into. the United States becomes available. A copy of
the drawing or written description may be obtained, where sppro-
ptiam.byamouon(ﬁlﬂ!v)foraddmonﬂdmovcry under!lﬁS'l
or during a testimony. period. - N

“Section 1.628 sets out how an'efror in'a prelumnary
statement may be corrected.

- Section- 1.628(b) covers. the pmstbxhty that a draw-
ing m:ght not be available, e.g., a drawing destroyed
in “a fire.” Section l&S(b)permttsapartytoallegea
date when' a first drawing or first written description
weas made in those circumstances where the: first
drawing or first: writien' description is not available.
Thepartymreqmred (1) to show good cause and ex-
plain in the preliminary statement why a.copy of the
drawing or written description cannot be attached to
the preliminary statement and (2) attach to the prelim-
inary statement the earliest dmwmg or writien de-
scription made in or introduced into the United States
which is available. The party is also required to file s
motion to amend its preliminary statement prompily
after the drawing or writien description - becomes
available. It is the PTO's intent by the amendment to
§ 1.628(b) to overrule the holding of headnote [1] of
Reddy v. Davis, 187 USPQ 386 388 (Comm ¢ Pat

1978).

33%1;%;3:;‘
m mwmaﬁ[ﬂvﬂl“

thehuumﬂhmmmmmmﬂ
mybemml\mmymtmfmamlmww
mmtexcemupww;bdbyil
@)swmwukmmwmwmmmm
stateniént ‘sccurred: prior (o the ‘date alleged in: the statentént dhall’
esteblish oaly the act occurred 28 ¢arly as the date slleged i the
statement. ‘ o
1§y If & padty does nok file & preliminary statement, the party:.* .
(1) shall be restricted to the earliér of tha perty's filing date or
effective filing date and
' '(z)m'unothepermwdtopmveﬂm
(i)theplnymademehmtionmofmthepmy'sﬁm
dnteor C
(n)myopponentdmvedtbeiavmmuhepmy
(d)lfapnnyﬁlesaptdwymtememwhicheommmdk-
pition ‘of 8 date of first drawing or firét written deecription end the
putydoanotﬁleaeopyoftheﬂruduwinzorwrﬁmdﬂeﬁp-
ticn < with - the - statement @ reguired by § 1.623(c),
§ 1.624(c), or § 1.625(c), the party will be restricted to the sarlier of
the party’s filing date or. effective filing date @ to that allegation
m!asthepﬁ‘tycomphéswhh!léza(b)mmwofuyduw-
wiilteh -submitted with & preliminsey etntemnt
wﬂnotmmﬂlybeevduwdoreomduodbylhem -
welims _swemem:hallnocbewednevidwcew

Secuon 1629 sets out the efl‘ect of a p:ehmmuy
statement. - A party. who fails to file a preliminary
statement: will.not; be permitted to prove (1) that the
party. made. the invention defined by a count prior to
the. pmy’s filing, date or (2) that an opponent derived
the invention from the party. . -

2330 Reliance i Earlier Appllcsﬂou [R=2}

“3rc ; earlier A party shall pot be
crtitled a the filing date of an earlier spplication filed in
the Uni Sutaorabtoudunleu(n)theeaﬂiulpplkuimbm

tified (§'1.611(c)5)) ix the notice declaring the intesference or (b)
the perty. files a preliminary motion vnder § 1.633 secking the bene-
ﬁtoftheﬁlmadateofthewllerapphcnion.

2331 Preliminary Statement Access [R=3}

37 CFR 1631 Avcess toprelimi:mymmt. servive of prelimis
iery ‘siatemiiit. {a) Unléss otherwite ordered by an exeminer-in.
chisf,;  concurrently  with, eniry. of e decision by the examinesr-in.
chief on preliminary-motions filed under § 1.633, sny preliminary
statzmentfnledunderﬂ&l(a):hallbeopeaedwmpecmnhylhe

senfor party asd any jonior party ‘who filed a preliminary eiate-

LW‘nthinaﬁmesetbytheexmner-m-chlefapmmee

copyofmmelmmarymwmcmonmhoppomtwhomeda
notwemderﬁl&l(b)

- (b) A junior party who does not ﬁle a prellmmary statement shall

havemcmtothe prelumnary statement of any ozberparty

ments have been. opesed, the pfehmmnry statements will remain
sealed and will be returned to the respective partics who submitted

the gtatements.

Under § 1 631, prellmmary statements ‘normally will
be opened for inspection when an .examiner-in-chief
decides preliminary motions filed under §1.633. A
junior party who does not file a preliminary statement
is not-entitled to access to a preliminary statement of
any other party. When an interference is terminated
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wymmmtwhwhhubemﬁledwmwtqtumed
umpenedﬁo}_

prehxmmry statement filed t

§ 1.631(b). However, a junior party. is. only requu'ed to

serve a senior party who. files:a statement.

2332 - Abandonment, Suppreuion or. Coneenlment
- to be Argued [R-2] -

37 CFR 1.632 Notice of . wmtoargueawudoamt.:uppmn
or. concealment by opponent.. A notice shall be filed by.a perty who
intends to argue that an opponent has abandoned, suppressed, or
conculedanac(ualmductmtoprachce(S$USC.§lO2(g))A

eoneulmmhynoppowtmleuthenoﬂcesumelyﬁled.um
mhonudothuwwebylnexmemn-cmef anoucelsumely

supp r&ssed, ‘orconce
tice. 35 U.S.C. 102(3):“ Wwill' got”

to brief (§ 1.656) or argue ‘at ﬁnal ‘heann'g"(§‘
that an opponent abandoried, sisppredsed, ‘or- concaled
an “actiial reduétion to- practice’ unless the -notice :is
tunely filed: A notice is-tiiely if filed within ten: (10)
days after the closé of the twumony-m-chxef period-of
an opponent ' Whilé ‘s party-has'the: bnrden of provmg
that an opponent abandomied, “Suppresséd; or:
cealed, ithe burden may be discharged -on. the:basis of
the opponent’s evidence alone Shindelar
628 F.2d.1337, 207 USPQ 112 (CCPA 19
Correge. v. Murphy, 705. F.2d. 1326, 217 USPQ 753
(Fed. Cir. 1983); Horwath v.:Lee,:564 F.2d 948, 195
USPQ 701 (CCPA 1977), and ‘Peeler v, Miller, 535
F.2d 647, 190 USPQ 117 (CCPA '1976). Under prévi-
ous practice ‘where ‘notice 'was  not: required, it was
possible that a party might learn for the first time that
abandonment, suppression,-or concealment.was an
issue ‘when the party teceived an opponent’s brief at
final hearing. See Klug v. Wood, 212° USPQ 767, 771
n. 2 (Bd.Pat.Int. 1981) At that point, it was often 00
late to reopen proceedmgs in'-the. interference. The
purpose of requiring the notice under §1.632 is to
make the parties and the Board aware during’ the in-
terlocutory stage of an interference that abandonment,
suppression, or concealment may be an issue in the in-
terference. . Early notice permits the parties to ask for
and the examiner-in-chief to set appropriate testimony
periods for a party to present evidence related to
abandonment, suppression, and concealment, particu-
larly in those cases where long unexplamed delays
tend to prove the allegation of suppression or con-
cealment. Early rictice also eliminates the need for the
party moving to reopen the testumony penod Klug v.
Wood, supra. ‘

parcy‘who mbmnmd !he statement..

i "?nifwmwmaaﬁmm g ‘w

a)AmqumWsMuw
cludm. carresponding 102 coiint.is not petentehie 90 (e opponest..
hmcmmmdﬁ!w;m”h
eowudbyrefetencemthemmof
sl patagrupls shall Aot b bised oa: (1) priovity: of lnvetion of the
subject matter of 8 count by the moving party as galost asy oppo-
nmor(z)denvauonotthesubpctwtetohewmbyuw
ment from the moving party. See § 1.637(g)
(b)Amo&mforJudmmmthemmdlhnlhmhwhw
mxn«MAmouOnmderﬂzkmhkmodyU-(l)
the intesference involves s design spplication
nppﬁaﬁonorpuentoru)noelnmohpmywmm
macountindeuticaltomyc%nofmopponmtwh%m
spnndstothatcountSee}lﬁ?(a) o
(c)Amoﬁontoredeﬁnnthemterfenngsubjec!mby(l)
adding of ‘substituting a count, (2), amending sn application clsim
eorrspundmgtoacoumornddmgaclmmmhmovhgpmy’i
appﬁauonmbedmgnatedmeonapondwneoum,ﬂ)m
mganapphcation or patent claim to corrapond toacwm.(@da-

ignaging an apphcwonm

clmnandtodwgmtethedumtocon-espondwam&
§l.631(n)and(c) Frerit s SraR B

ad&uomlapphcamnnotmvdvedmthemrfermemdowud
by 2 perty and-aa opponent’s spplication: or:patent involved in the
imteiference Or(2)<when ! interference involves: theee or mone
mbetweenlmthmaﬂq:plmﬂmsauimypummw
nthemterfemceSeeSlGﬂ(a)md(e). e
(!)Amotlontobewcordedthe'beneﬁtoftheﬁlmgdnmofm
wlierapphcanonﬁledmthcu ‘or o '§ ]
(l}md(f)

@Ammntoamkmebaeﬁtmdedmow-me
mitice declaring the interference of the filing date of an easlier ap-
phnonﬁledm' eUmwdsmes' > abroad: See{lﬁﬂ(a)md
@)_ R -

m)%mammtwmvmedmm-ﬁmmtmmmwmu
bas on file or files an application for reissue under § 1.171, a motion
to add the appllcanon for remmthe mterference See§ l 631 (a)

and ().

") When e motion is filed- under paragraph (a), (b), or (g) d‘ tlm
section, an opponent, ir sddition to opposing the motion, may fle &
motion to redefine. the . mterfenng subject matter. under
(c) of this section or a motion w0 substltute a dlfferent appﬂm
under paragraph (d) of this section. - : i

“() ' When' 2' motion' is filed under paragraph ‘(e)() of this seciion
&5 Opponent, . maddmontoopposmgthemouon. may file.s moticn
for benefit under, paragtnph (D of this section as to the conznt o be
added or subsuluted .

‘Under §1.633, 2 pa.rty may ﬁle prehnunary motxms
for judgment, to:redefine the interference, to. substi-
tute & different application in the interference, to de-
clare an additional -interference, to be accorded the
benefit of an earlier application, to attack benefit pre-
viously accorded an opponent, or to add a reissue ap-
plication to the interference. The motions are called
“preliminary motions” in order to distinguish the mo-
tions from other motions which might be filed during
the course of an interference. The preliminary mo-
tions replace motions authorized by former 37 CFR
§ 1.231, now deleted.

It was particularly important, under previous prac-
tice, to review one’s proofs in advance and bring such
motions under 37 CFR 1.231 as might be necessary to
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'mﬁwremeuaryundermwmm tigy wiew of
‘them WWWW

Under § 1 633(a), a patty
ment on the d_tha

sponding to a count is mtabl e of
With two exceptions, unpatent e

prior-art (35 US.C. 102; 103), mﬂictency of disclo-
suré (35 U.S.C. 112, first p aph), indefiniténess of
¢laimis (35'U.S.C. 112, second paragraph), double- pat-
enifig,’ eatoppel o ény 'othet gronnd wluch would
support & holding ' that - claiing: iding to a2
count are 1ot pateitable; The ‘two ‘exceptions ‘are (1)
prwntyofmvenﬂonofthewbjectmawcr of-a-count

-bythemowngpartymagmnstmyoppmentmda)-

denvanmoftbesubjectmnterofa’conntbytheop

ponent :from ‘thie :moving. party> Thetwoexnepuons n

are directed to lssues wlnch uetradmonal pnonty”
ator ms invention de-
; then dem? u&n‘xs an i*ssuc,

the takmg of tem-

when a party believes an
the interference made the invention (defined b

issue, such as that =

F.2d 639, 166 USPQ 100:(7th Cir. 1970),;:can ‘properly
be - raised “with':'a: motion for “judgment -under
§1.633(a). Derivation by an’ opponent : from an’ indi-
vidual ‘not-involved: in’ the mterference can also be
~rmed under §1.633(a).

“Under § 1.633(b), a party cdi move' for & Judgment
when the party believes ‘theére 'is mo “interference-in-
fact. A miotion for- Judgment on’ the ground ‘of 1o in-
terference-in-fact is* only proper -ander one:of three
conditions: (1) when an interference: involves: designs,
(2) when the inteiference involves plant ‘applications
or a plant application and plant patent,.or B when.no
claim of a party which. corresponds to a count is ‘idén-
tical to any claim of an opponent which' corresponds

‘to that count. An examplc illustrates when a motlon
under § 1.636(b) is proper. : ,.

Example 1. Application AD contains patemable claun l (6-cyl
inder engine). Application AE contains patentable claim 3 (8-cyl-
inder engine). An interference is declared with 8- single count (6-
or&-cylmderenmne) Claim 1 of applicstion AD and clasim 3 of

AE are designated o conecpond to the count. Appli-
cant AD believes that s 6-cylinder engine is a scpa'atc patent-
ahle invention™ (see § 1.601(n)) from an 8-cylinder engine. Appli-
cant AD can file s motion under § 1.633(b) for a judgment on the
gtound of no interference-in-fact stating why a 6-cylinder engine
is patentably distinct from an 8-cylinder engine. If the Board ulti-
nmelyagrmwnthnpplmntAD apatcntcanmsuctoADcon
taining cleim 1 of application AD and 2 second patent can issue
to AE contsining cleim 3 of epplication AE.”

‘Sutter’ Products' Co. Vi’ Pembaw Mulhken Corp, 7428 .

“under §1.633(c)4)"
;.,Judgment is entered ageinst paten
lled from

+» Umidlér: ﬁiM%xufw mymmm
mmgmmmwmmywmm‘
fering subject matter fs'to add-or substitute a count.
mapuﬂysehwtouddamthepnnynw—
to demionsttate: that the proposed count: to-be

quired
_added: is divected to-a “separate pitentuble: invemm”

ﬁmw«ymmtm‘ﬁumm

A motion’ mey ‘be filed to amead - an applmion
claim whnchhualreadybeen fi
spond 'to & count. See §1.633(c)(2).’ ‘Such a motion
maybeﬁledwhmapaﬂybehevesmapphcmon
clgim designated to oorrespond to a count'is unpatent-
able and thc amended claxm ls beheved to, be patent

‘y mov:toaddadalmtotheapph-
and to designate the claim to be
' t;;t.n See‘ §1. 633(c)(2)

- feee § 1.601(m)), from eng

raponding"m cmt.alfmemohomsgrmw
teel.,mlychlm3wﬂlhecm
patent pursuant to 35 US.C §13S(a)

A mot:on to- i'edeﬁne the mterfermg subject matter

‘may-also request that an opponent.who is an applicant

be required 10:add. a claim, to the opponent’s applica-

-tion .and - to.:designate- the : claim to correspond to a

count. See § 1.633(c)(5). Such a motion may be filed

.when a party seesthat the: opponeat- discloses,: but

does not claim, subject. matter which the party be-
lieves should be involved in the interference.
Section 1.633()) continues the previous practice

.(from 37 CFR § 1.231) of allowing a party to move to

redefine the subject matter of the interference or sub-
stitute a different application when an opponent
moves for judgment (see § 1.633(a) and (b)) or to
attack benefit (see § 1.633(g)).

Paragraph (j): of § 1.633 permits an opponent to

- move for benefit when a party moves to add or sub-
 gtitute a count. Thus, when a motion to add a count is
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; ﬁ!édfhy & party:and en opponent Wainls. meﬁ?au
easlier: application. in' the' event the: motion 10- add is
granted, theiopponent should file.a motion uader
$1.633()-to:-be accorded ibenefit. The mere fact that
the oppoment: mmwmw benefit of an eetlier
application when. the -interference. was: declared does
notmeantheapppnutwiﬂbemordedbmﬁtnw
someothercomwhlch mybeaddedonmouonof
wmeoﬁmmy

..Section 1.633(e) adopts the enoppel rule appmved
bytheCourtofGmesandPatentAppeals in Avery
v. Chase, . 101 F.2d 205, 40 USPQ 343. (CCPA 1939),
cert. denied, 307, U.S. 638 (1939).

‘The following comment by the CCPA ‘in its opm
ion.in In re Shimer, 69 F.2d 556, 558, 21 USPQ 161,
163 (CCPA 1934), aocurately the intent of
the PTO i 'promuigatmg §81.633() and 1658(c)
~ ““It.may be stated that this. rule works no hard-

ship fo him_ who is diligent . in pursuit of his
e nghts When an intérference is declared, the ﬁles

en delays' and litigation are greatly
qmte bbvms that the doctnne of

Trademark] Office and in the pubhc,good »
If a-party-believes that an opponent has commmed
“ﬁ'aud” of lias engaged-"m “inequitable ‘conduct,” the
, - file under §1.633(a) for judg-
: iously, . _for judgment on the basis
of “fraud” or “meqmtable conduct” must make cut a
case by clear:and convincing evidence. The examiner-
m-chneflms sufficiént authiority under the riiles to pre-
clude a ‘party. from proceeding in'an’ ‘interference on a
baseless charge of “fraud” or “mequntable conduct."
See also 37 CFR 10. 23(c)(l3) . :
233301 Preliminary Moﬁm—Rehted to Appli-
- cation Not Involved in- Interference [R-2]

* Whenever a. party in mterference bnngs a motion
under 37 CFR 1. 633(d) or © concerning an applica-
tion not already included in the interference, the ex-
-aminér-in-chief should ‘at once send the primary exam-
irier 4" written notice of such motion and the primary
‘examminer- should place thxs notlce m sald apphcamon
-ﬁle R
The ‘notice is cnstomanly sent 1o the exammmg
group ‘which declared the interference since the appli-
cation referred to in the motion is generally examined
in the same group. However, if the application is not
being examined in the same group, then the correct
examing group should be ascertained and: the notice
forwarded to that group.

This notice serves useful and esseatial purposes, and
due attention must be given to it by the examiner
when it is received. First, the examiner is cautioned
by this motice mot to consider ex parfe, questions
which are pending before the Office in inter. partes

~muonm(q)mendmappkemonmvdved_manmwfmm

MANUAL OF PATENT EXAMINING PROCEDURE

progeedings i m&;mmtwmm
interest.. Secoud, it the application; which. is; the sub-
ject of the motion 18 in issue"and. the. last. date :for
pumthemuemwm»mmmmmmmmof
the. motion,. it will be mecessary lo. wumdmwa,thenp-
plmonfmmme.l'hud,nfthe oouwm

lﬁoa,thmmmtbemledbecausethcopposmgwues
have access to.the application, .

2333.02 Preliminry Moﬂm—nmeﬂt of For-
eign Filing Date [R=2]"

If & request for the benefit. ofa fomgn ﬁlmgdate
under 35 U.S.C. 119 is filed while an application is in-
volved in interference, the papers are. to be placed in
the application file in the same manner as amendmeats
received: during. interference, and .appropriate- action
taken after the termination of the interference., ... .-

Apaﬂywhodeuresmbcaccordedﬂrebeneﬁtofa
ﬁxesgnﬁlmgdatewhwhwasnotaccor&dmthcdw—
laration  papers:should file a- motion: for; benefit :of that
ﬁ!mgdaee under37CFR1633(i)andthe matzerwﬂl

37-CFR A:634 Motion: o ‘corveit inventorship.: A-party aay filea

1.63 a motlon to COITEC! mven-
tonhnp in an, apphcaum (see.§ 1. 48). or.a patentl (see

_5 1.324). mvolved in an interference. .

- A party who wishes: to. change the named mvennve
entity of its:applicatioft oz patent:involved in an inter-
ference must do:so by way of a motion under 37.CFR
1.634.: Such"a; motion must be accompanied by the
items required by 37 CFR. 1.48 (in the case of 'an ap-
plication) or 37 CFR 1.324 (in the case of .a patent),
and is decided by the examiner-in-chief; If the pri-
mary - examiner becomes aware that papers under 37
CFR. 1.48 or 1.324: have been filed .in.an. application
or patent, . respectively, involved. in - an .interference,
the examiner should call them to the attention. of the
exammer-m-chlef in charge of the interference..

2335 Miscellaneous Moﬁons [R—Z]

37 CFR L 635 Mmllam mus. A party: seekmg entry of an
ordetrehungtoanymauerotberﬂmnamatterwhnchmybe
raised under §§ 1.633 or 1.634 may file : a motlon requestmg emry of
the order. See § 1.637(a) end (b).

‘Section 1.635 authorizes the ﬁlmg of motions other
than those specified in §§ 1.633 or. 1.634. Motions filed
vnder § 1.635 will be referred to as “miscellaneous
motions” to distinguish from “preliminary motions”
under § 1.633. Instances where a miscellaneous motion
can be filed include motions to correct an error in a
preliminary statement, to extend time for taking
action or to seek judicial review, to obtain permission
to proceed under 35 U.S.C. §24, or to obtain addi-
tional discovery. ) _
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mcmwmmmwmm
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Sectum 1636 ‘sets out the tnmes wnthm wlnch a

motwn can be filed.
A pu'ty must: exerclse dlhgenoe in- ccmectmg inven-
- Van Ottéren v. Haﬁwr_ 278 F. 2d 738, 126

USPQ 151 (CCPA'1960).
2337 Motion Content{l!-_Z]

. themovmgpam'shallpromleaclum added ©.
" _opponent’s application, The moving party 'h-“d'owtbe
" patentability’ of ‘any ‘ proposed clsims ‘to the opponent snd

s application.
('v)Dwgnuetheclmmofmypaummvolvedmthe-~
mfetenoe which .define. the same _patentsble invention s

(v)&owﬂtmhpmpadmtdeﬁnsnwpm-

‘emtelile inventicn from every other count in the interference.

(w)Beaccompamedbyamownmdu!tGJS(l)requat

; usthebeneﬁtofﬂreﬁlmgdauofmywherappkcam
filed in the United States or sbrosd.

(2) ‘A preliminary motion seeking -to dmend anapplicetion

mmwammwlddmgadmmbedww

@ an amended or added claim.

(i) Show that the proposed .or added cleim defines the
same patentable invention as the count.

(i) Show the patentsbility to the epplicant of each
amended or edded claim end epply the terms of the ameaded
or sdded clgim to the discloture of the epplication; when
mynmovingpaﬂymhcmtshﬂlﬁlemththemon
mmdmtmak:ngdwamendedoruddedclmmmthe

application,
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;:aphuﬁon.meptfordomﬁledmduillnorilmx
--;_:hnbeeniervedonalloppouenm.

eszary.
“(1): When the'{

:m;ﬁ

(4)Ammwddn3wm:n¢pﬂiemonm
o @ count shall:

(5) A preliminary motion
ismnpphamtoﬁdachmmddwmmechhnum
sponding to count shall:

' (l)PropouesachuntobeaddedbylheoppmenL

(i) Show the patentability to the opponent of the claim
;andapp!ythcmmsoftbeclmmtothedmlowreofmeop-

ponent’s application. . :
(m)Ideanfytbccounttow'hthechmahnllbedeug

+(3)-Show the mtheapphcamofdlclmm,or

proposed. 1o-be. added :to, the. different: spplication which' corre-
;- opond t0. cach count:and: spply: the terms of the claims to the dis-

closure of the different applicstion; when necessary the: spplicant

cwahnllﬁlew:ththenotmmmendmutadhgachm?mtbe
: different application. :

(4)mmmwammsnsss(om
apphemon

" the benefit of the filing date of an carlier

United States ot ebroed.

'(e)Aprehmhmrymonontodechremddmomlmmfmce
under!lGBS(e)shllexphmwhymaddmonalmm-&rencenmc-

mouonseeksmddmoml inmerfer»
enceundet{l&?;(e)(!),themouonshaﬂ

(@) ldentify the sdditional application. ©

(ii)Cemfythntacumpieteeopyoftheﬁleofthelddlm

exceptfordocumenuﬁledunder!llsl
‘ Nm(b).hubeenuemdonalloppments.
(i) Propore » count for the' additional mwt'ereme
(w)Showthepatenubnhtytotheapphmt of all claims
in, or proposed to be ‘sdded to, the additional application
which correspond to each proposed count for the additional
interference and apply the terms of the claims to the disclo-
- sure of the sdditional application; when wecessary the appli-
cant shall file with the motion an amendment adding & claim
to the additional application.

(v)Wheutheopponennsanapphcant,showmepatem»
- ghility to the opponent of eny cleims in, or proposed to be

- ‘edded to, the opponent’s spplication which :correspond to
. the proposed count aad spply the terms of the claims to the
disclosute of the opponent’s application.

(vi)Wben the oppouent is.z pateatee, designate the claims
of the patent which define the same patentable invention de-
fired by the proposed count.. -

(vii) Show that cach proposed count for the additional in-
terference defines a separate patentsble invention from all
counts of the interference in which the motion is filed.

(viii) Be accompanied by a motion under § 1.633(D) re-
questmgthebeneﬁtof the filing dete of an earlier application
filed in the United States or sbroad.




mmmmmmm
(1} identify any sppliention.ce

.H‘moggpnem’uapﬂbumdoanmwnmhnchm
themwuunyshanprwwlehmwbeddodmme
opponent’s application. The moving perty shall show the
palenubalnyofnnypmpowddmwmeopponmmd
ylhetetmofthcchmﬁolhedisclowreoﬂbeoppo-
nent's spplication.

(v) Designate the claims of any patent mvolved m the 'in-
tesfetence which define the same pstentsble invention as

,uchpropmedcoum

© {vi) Shiow that each’ pmposed eount for the addmonal in-
. terference defines a te ' from all
counumlhemterfetenoemwmchthemouomsﬁled

ot § 1,633(f) request-

é

() A preliii
(l)ldenhfydleenﬂnerapphanon.
(Z)Whenthewherappliaﬁmsuappm
-f»;ummmmtammwmme«mm
< g - ayglication, | éxceptfor ‘documents - fled render < § 1131~ or
’lm(b).hsbeenurvedonanoppmwmmeudmap-
+ + phication it an epplication: filed sbrodd; certify that @:copy of the
=vahcwmﬁledahmdmsbemsen'edondloppomu.lfthe
ﬁbdabmadumtm&shb.therequnmts
srsofua‘lmmahobema ‘
: (3)Showﬁutthcearhermplmm 've
reduction to practice of each count.
: (g)AprdnnwymomntoMbeneﬁtmden ,.633(3)shall
mwmumwhmgwhymcwﬁoddnotbemded
the benefit of the filing date of the earlier spplication.. = : -
(h)Aprehmmarymouontoaddanapplmmformneunder
51633(h)5hdl ot .
(1} Identify the appllcauon for reissue.
(2)Cemfythatacompletecopyofthcﬁleoflheapplxcmon
forrmuehasbeenservedonan
(3) Show the patentalnhty ofallchumm.otpmpmedtobe
sdded to, the .application for, reissue which correspond to each
countandapplythetermsofthechlmwtbedaclosuteofthe
apphcatlon for reissue;. whennecumryamomg;pplicamfor re-

‘theapphcauonf rei
) Be sccompanied by & mouon nndcr § l 633(0 reqummg

tlug benefit of. the filing date of an earlier applmuon filed in the

United Sutes or abroad. |

Section  1.637 'sets out the content of motlons In
pnor interference practxce, parties and their' counsel
have bad difficulty meeting all the. “unwritten” re-
quirements for motions under. former 37 CFR § 1.231.
‘Section 1.637 is quite 'specific: in.setting out: the re-
quirements for each type of motion, particularly the
,prehmmary motions. By setting out with’ speclf city
the requxrements for each type of motion, it is intend-
ed to minimize disposition of motions on technicali-
ties.

Section 1.637 sets out the reqmrements of a motion
under §1.633(cK5). Those requirements are: the
moving party must (1) propose a claim ¢to be added to
the opponent’s application, (2) show the patentability

M*@ | , - s s ek m
Wm mmm mwum hm'

practice: mder H l.ﬁ?ni(c)(&) und 14531(0)(8) is e:pect
ed to occur

WAMAVMMWM&MU
G-cylinder . eagise. Application AV coutelas oaly oleim 1
{engine). Applicetioa AW discloses eagines in genersl, but dom
Soutigs ooty » sl clim 3 (engine Secing tt appication

Y & (
AV spécifically discloses 8 6-cylinder engine and believing that 8
Myhndetengxneu!hewnepnenubbimm.s“m
AW, could move veder § §.633{c)(5) to. require: applicest AV
-+ add a-claim (G:cylinder cugine) and to bave, the clsim degignated
to correspond to the count (eagine). AppllcutAledoppm
on the ground that 2 6-cylinder engine is not thie “same’ patént-
sble invention” as “engine.”. If the.motion: is; giented, epplicant
_Avvwogld‘be reqmredtoaddaclmntoé—cyhndﬂenmcud

the Federal' Rula of: e‘ml Pmcedure) at: the conclu-
mon of the Jumor partys me-m-ch_lef and" prior toa
t aut riz_ed_\mder the
rules. If a semor party ‘believes the: case-in-chief of the
junior: party is. insufficient :as ‘a matter-of lsw, the
semor party may . eIect to proceed mimedmcly to final

senior., party ‘will have waxved' v ‘right to p

any case-in-chief. or. rebuttal. See .e.g., . Canutock V.
Kroekel, 200 USPQ 548, 550 n. 4 (Comm’r. Pat.-1978);
Lorenian v. Wiistead, 127 USPQ 501, °508 ' (Bd.Pat.
Int. 1959); and, more tecently, Burson V. Carnichael,
731 F.2d 849, 221, USPQ 664 (Fed. Cir. 1984) (“There
is no support- in: law for repeated bltes at the: apple")

»»»»»»

51608(b) In tlus tespect, the rules codxf the deci-
sion in Walsh v. Sakai, 167 USPQ 465 (Comm r. Pat.
1970).

2338 Oppusiﬁon and Reply [R-Z]

37 CFR 1.638 Opposition and reply, time for ﬁlmg oppowwn and
reply. (8) Unless otherwise ordered by ao examiner-in-chief, any op-
potition to any motion shall be filed within 20 days afier service of
the motion. An opposmon shall (1) identify eny material fact set
forth in the motion which is in dwu(emd @ mcludelnugument
why the relief requested in the motion should be denied;:
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mgtions m}rg aw»mxwmm )

my Eviduco i - Sepport: ol Moﬁonfﬂ()md
;m:\tlon, wne?ly;md;; o ! f
“I32 \CER' 1,639 Evidente in
(.)mérﬁy!ﬁimwm ‘Ggiposition, of
uﬂymwwmw«ammm oppocmuwrm

mmfwmumsped?“mml:wﬁameam
fr B pgtcntqnpplmnonm i the interference or any
: N ‘ﬁled theUmted Smes of which a perty has

B

- $°1.634, the part A

 tieeded. If the ‘ciamirierdn-chief finds that testigo:
nyﬁwed Yo debide: the wmtion; the esamine-inchiel ey graat
appropriate interlocutory relief and enter an order authonml‘d;;e

"\ SEE .639 sets forth the evxdence wluch MMay- 8c-
COMPERY.-B motion; oppﬂnnon. L 'reply.gEve:y mater
M>fact‘ aliéged-in: afmwon, oppomtmn, or'e reply
i ‘ 6 i 1639(b)’ author-

prepared“to’be‘ﬁled with a motion, the moving party
may wish to ‘take advantage: of :paragtiph (¢) ‘of
§.1.639 which requires a party to speclfy, any, testimo-
ny: needed to.resolve a motion, A moving, party or an
oppoRent :may- describe -any testimony..needed .to. re-
-solveamomnunderenher§l633or§1634 Often,
testimony' s"fneeded to “resolve mventorshlp disputes.
'Accordmgly. a party may describe ‘testimony needéd
to . resolve . motlgns to_correct inventorship under
o ; ) fies

;§ 1. 634) and? the ‘issue “raised in 2the motxon
considered at final hearing, the party must’ comply
with § 1.671(e).

‘Exarple. An'interferesice is declared withi one count between
application AH aind application AJ. Applicant AH files & prelimi-
nary motion under §1.633(c)(1) to redefine the interference by
adding a second count. In order to succeed, applicant’ AH must
-show that the proposed coutit to be added is directed to'a “sepa-
rute patentable invention™ (sec-§ 1.601(n)) from the count already
in the interference. In .the motion, applicant: AH sets forth in
detail the testimony which will be required to prove that the sub-
ject metter of the proposed count is to a separate patenwble in-
vention from the subject matter of the count-in the interference.
Applicant AJ opposes the motion on the ground that the pro-

BNEEAG 10 1ATAM yx 29

(m 5 l.wl(n)). An mmwmg «u M

Jerence, order to , (8) A hearing on
mmeducmonheemﬁi?m. jé ~
shail 'set the deté end tme for any hent ”Tkeleugthol‘onlm
mtacmuamhuwmmmd
theemmmAnmmkmmMmydkmmuhw

ing take plaee by telephone

m,
volving ] quesuon of pltentability Afi examiner in-chlef may grant
ordenymymouonormkewchotheracﬁonwluchwmmurethe
Jun, speedy, snd inenpehsive:détermination of the interference. -
(1) When preliminaty motions; under -§ 1.633. éfe decided, the
emnun;r-m-chxef will, when ACERSATY, . St & time . for. filing -2
amendment to an apphcauon involve '

filing a supplemental prelit nenil &
involvéd’ in’théimetferehei Failite' o helis party y
prisent! spicddent . required: Byt e em-m-chneﬁ:lnll ‘be

ukenmthomfmmmasnﬂ uchmerkyahnpmyofme i

vention involved. A supplemenul iming

the, requirements specified in 55 )
bé d if & gm& mm

spécify’ with perticularit
prehendéd: oz overloohed.: in. reudmmg the: decmoa. -No, oppesition
tonreqwn for. reconsideration. shall be filed unless requeswd by an

‘ot ordmanly be modif ed unlas an opposxtxon has been
requmcd by sn ‘exsminer-ifi-chief or the Board. The ‘reqi
eomxderabonshallbeactedcnbyapmelofﬂlenoardmmng
of -at least three examinessiin-chief, one-of: whom ‘will, normally be
the exammerom-cmef who decided the mation. L

mA decxsm'on" a mouoﬁ is entéred ‘which 1s' dlsposxuve of
thennterferenceagunsuhepmyasaoaﬂeounu T
mﬁl' CQEI i s e

(3} The: pnrty i&a Jumor parly who-e pmhmmnry mtement

‘fuls 10 ,overcome the. earlier of the filing date or effective filing

date of nnother party ,

(e) When s an ofder to 'show cause is issued under paragraph (d) of
this section, the’ Board shall enter & judgmient in accordance’ with
the order unless, within 20 days after the date of the order, the
pasty agsinst whom' the. order . issued files a paper: which shows
good cause : why. judgment - should not.be entered in accordance
with the order. Any other party may file a response to the paper
within 20 days of the date of service of the paper. If the party
against whom the order was issued fails to show good cause, the
Board shall enter judgment against the party. If & party wishes fo

“take testimony in response to an order to show cause, the party's
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ity wmmm é!wﬂn? : mm W
ence. For example, a party may allege unpatambdity
ovér s veférence ‘not i
sitternpt to add a count drawn to subject matts
was not previously éxamined, Cmulunonwillnotbe
necessary where the examiner had already ruled om
dwmnubaﬁtquuonwhnhoomubefmtbeex-
aminer-in-chief or the Board. s

“The extent of the consultation' will be determmed
by the exammer-m-chlcf, the examiner ‘may be con-
sulted merely on one point of patentsbility, or may be
agked - to-conduct & search: of newly-presented . counts
orclnms.Theconsultatnonmnybemformal ‘as by &
telephonecaﬂ ormaybcbyamoreformalwmten

secure the: Juu,speedy, md#mexpéhswe determmatnon
i ”37CFR1640(b .

opposition to a request for, reconsideration may.
filed -unless- ordered by an .exsminer-in-chief or.- -the
Board; but ‘the ‘decision by the’ smgle exammer-m-
chiefwillnotnormallybemodnﬁed s an’

tion ‘has been requested. The request for
auonwﬂlbewtedonbyapancloftheBomdconm
ing of-at least three examiners-in-chief, one of whom
will normally be the examiner-in-chief 'who decided
the motion. It is believed that parties in intetference
cases . will feel that.their. requests for reconuderamn
are: bemg more fully .considered if more  than . one
personconndersthenrrequest.Thetwoaddiumalex-
aminers-in-chief cani consult with the examiner-in-
chief ‘most familiar with the case, but can contiol the
decision on ‘feconsideration by a majority vote. Use of
the examiner-in-chief who decided the motion and
two - additional examiners-in-chief (1) minimizes delay
which would occur if three new examiners-in-chief
were used who were unfamiliar with the record and
(2) minimizes the possibility that reversible error oc-
curred if only the examiner-in-chief who decided the
motion also mdwxdually decided the request for re-
consideration.

After the decision on motions is rendered, the inter-
ference may tske a number of different courses. If a
.motion for judgment is granted, the examiner-in-chief
will issue an order to show cause against the party or
parties to whom the motion applies. Judgment will be
entered against the party or parties by the Board if

CFR l644(a)(2) tlmt petmous seekmg to. in

motions would not be entaiuﬁed,m»amy
mmﬁmth&m&ﬁomunder”wg:llm

exercise of supervisory authority ‘respect
w.wm?wmmm
verse arrengement ypmviding a parly mey
request that the Board reconsider dn examiner-in-
chnel’sdecmononmymotmn exceptadewon
granting a motion for judgment (37 CFR 1.640(c)).
On the other hand, the ability to petition a decision

onmonons:ssharplycurtm!ed by the provision of 37

i ;‘ Rty ._,- o, ,b S e i
mmmaumf&mmw
mmdamwhyadmw:m.m

tention of the exmnmer-m-chlef in charge of thie inter-
ference. The examiner-in-chief will determine ‘whit
actxon. nfany, should be taken m the mterference

2342 Addition to Interference [R-Z]

37 CFR Iﬂ)ddd!tbn ofcpplmtwn orpawut to lnmﬁunoe.
During the pendency of en interference, if the examiner-in-ciief be-

comes aware of an spplicelion or & petent mot involved in the iater-
ference which claines the seme patestoble invention 2s-a.count in
the interference, the examiner-in-chief may add the application or
mtwmemwﬂmmmchwmumybefmwmw-

Sectlon 1.642 permnts an, exammer-m-chxef o add a
newly d.scovered _patent, as well as new]y discovered
applications, to an interference since 35 U.S.C. 135(2)
authorizes interferences between applications and pat-
ents.

EXAMINER DISCOVERS ANGTHER APPLICATION OR
PaTeNT DURING INTERFERENCE

If, during the pendency of an interference, the ex-
aminer discovers another application or patent claim-
ing subject matter which is the same as, or not paten-
tably distinct from, the invention defined in a count of
the interference, the examiner should bring the appli-
cation or patent to the attention of the exammer-m-
chief in charge of the interference. The examiner-in
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ukonin tbemterfemoe.
»i < the -application - in Mufnramda
mhw&dﬁh%m!l&& ,

mummm«mwwnmu-
ﬁgmmmpmdumsmuuauud

M(l)MM&yuMdhmwmtbh-
m{umwé»ot&rw:ﬁ;dgmdsofymr&qnhu

JBasignee. & peri interest be permitied to prosecute the interfer
e xaminer-in-chilef may sliow the sasignee of s part imter-
ﬂmmmmmmhmumybem

wsﬂmmpmmm”mmwma
ﬁewmrsmﬂedm»lhedmmd&em

i-"~~(?))‘l‘hepe:tit!ouseeisrdtet‘nr:lc& ‘183 -
(b)ApetmohmderpmyupK(a)(l)ofthzsucuonﬁledme
MlSdaysaﬁerthedsteofthedmonoftheemmer-m—chef
orthepanelmaybedlsmmedumnmely Apeutlonundcrpan-
graph(aXZ)ofthlssecuonsh:nnotbeﬁledpnortodemonbythe
:Bosird ‘swarding: judgment. Any peitition under: paragraph (a)(3) of
.this section shall be timely if it is made @5 part of, or simultsneously
vnth,apropermoﬂonunderﬁlﬁ.’a 1.634,.0r 1.635. Any opposi-
tnontoapeuuonshanbeﬁledwnhmﬁdaysofthedueofm
of the

(c)TheﬁlmgofnpeuuonMnmmythepmeedmngesa
;myumntedmthedscrmoﬂheexmmer-m-chef.mepmd
or the Commissioner.

(@ Any petition ‘st ‘contain a statement of the facts involved
andthepomtorpomtsmbemnewedmdtheacﬁonreqmed
Briefs or memorends, if eny, in support of the: petition or oppoel-
tion hall sccompany or. be embodied therein. The petition will be
decided on the basis of the record mede before the examiner-in-
chuformepanelmdnoncwevndewewdlbecomlderedbythe
Commissioner- in deciding the petition. Copies-of documents al-
/rendyofrecordmthemmfcrmﬁunmtbesubmmedwnhnhe
petition or opposition. . -

(e) Any petition under paragraph (a) ofthn secuon ghall be ac-
compmwdbythepetiuonfeesetfoﬂhmﬁln(h)

() Any request for reconsideration of a decision by the Commis-
sioner shall be filed within 15 days of the decision of the Comnis-
sioner sad must be accompanied by the fee set forth in § 1.17(h).
Nooppoatmtoarequatforrmderﬂmdullbeﬁledmlm
requesied by the Commissioner. The decision will not ordinarily be
modified valess such an opposition kas been requested by the Com-
missioner.

@Whaereuouablypowbk.serwceofmypemmoppon
tion, or request for reconsideration shell be such that delivery is sc-
complished within one working day. Service by hand or “Express
Mail” complies with this paragraph.

Undor NM pwom so theCommmaer m
edooadiﬁons. Petitions in m:meu have in-the
past- beea” the source of substantial delay. Section
1.644 attempts to minimize those delgys. Section 1.648
authorizes a pétition to the Commissioner from a deci-
mnofmexanﬁner-m-chwforapmelwhentheex-

aminer-in-chiéf or the pariel shall be of the ¢ opinion (1)
that the decision mvolves a eontrollmg quemon of
procedure or an mterpretanon of a rule as to whiich
thm isa substantlal _ground for a drﬂ‘erence of opin-

a court ofappeals under 28 USC §1292(b) Apeu- ,
tion can be filed. seeking; to invoke the. supervisory au-
thority.- of. the ‘C . However, .the ; petition
mmwtbeﬁledpnortoenmyofimd@entmdmmt
relaté: to-the merits of ‘priority  or: patentsbility ot the
admnﬁbdxtyofewdenoeunderthef-‘eﬂeralkulwof

Evrdenoe. A"‘petmon may a!so be ﬁledwkmg wmver

onpeutnon Any pem:m
will be decrded on the record -mwe before the exam-

Where reasonably poss:ble, service of &’ petmon must
be such that’ delivery is accompkshed wrthm 1 day
Service by band or “Express Mail”. comphes wnth this
requirement.

When a. PTO employee is granted authonty to
decide. @ petition under § 1.644(i) in an interference
case, the employee will not be the exammer-m-qluef
handling the interference or an emp!oyee on a panel
of the Board deciding the petition. It is expected that
an employee deciding a petition by delegatnon of au-
thority will be one who could exercise independent
judgment on the ‘petition bearing in mind that a peti-
tion will be decided on the record made before the
exammer-m-chlef or the panel. In connection with this
latter point, findings of fact by an examiner-in-chief or
the Board will be presumed 1o be correct unless
shown to be clearly erroneous. Discretionary action
by an examiner-in-chief or the Board will not be over-
turned unless it is shown that an abuse of discretion
occurred.

A petition under § 1.644(a}{2) cannot be filed until
after the Board has entered judgment and the petition
cannot relate to the merits of priority of invention or
patentability or a guestion of whether evndence is ad-
missible under the Federal Rules of Evidence. ..
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- The P oF§ 1 il
Py et

orisd !
35 u.sac.ius." In mm
imsom,: 299..F.2d 954,958, 133 USPQ 39, 43 (CCPA
1962). See also Myers.v. Felgelman, supra, 435 F.2d at
599 n, & 172 USPQ at 583 n 8. However, it is also
true that the Commissioner “shall superintend or per-
form all duties. required by, law. respecting the grant-

Board . ,..mww

ing and issuing of patemts .. ..” 35 US.C. §6;
Kin.mand v. Carter, Carbunm Com 83 US. App.
D.C. 266, 168 F.2d 565, 77 USPQ 499 (D.C. Cir
1948); In re Staeger, 189 USPQ 284, 285 n. 2
(Commr Pat. '1974). The Comm:ssxoner, subject to
approval ‘of the Secretary of Commerce, “establishes
ptocedure by which’ the examiner-in-chief and the
oard will consider interference ‘cases:”35 U.S.C-6.
See also 5 US.C.'23 relatmg " affidavits’ and’depom-

Under the rules, ‘the Commissioher: will atatdetei-;
mifnie von: petition-either: “puomy of idvention” ~or
“pntentsbxhty 2:Sée §1.644(a)(2). " Likewise, the: Com-
missioner will: not; consider whether evidenice: shoald
have' ‘béeh adaiitted: or:escluded. under the: Federal
Rules of Evidence:: The: PTO: believes:that the Feder-
al courts, which routinely: rule on.admissibility under
theFedetalRules, aremabeﬁetpomuon

precluded from. mterpre g P’I’Orul&s on procedural
matters, including proceduraI ‘matters, related to the
admissibility of évidence on somie ‘Basis other than the
Federal Rules of Evidence, e.g., whether a ‘party has
complied with a PTO rule such as § 1.671(e) (proce-
dure for relying on affidavits) or §1.671(g) (pemns-
sion requtred for obtammg evidetice b) subpoena)

2345 Extensxon of Time [R-Z]

37CFR 1.645 Extension qfamc. bapaptrs. stayqumwdms: @
A party may file a motion (§ 1.635) seeking an extension of time to
ukeactxonmanmterference,toﬁleanomeofappeal (86 1.302,
lm).mwcommenceacmlacm&IWS '1.304). The mction
shﬂlbeﬁbdwﬁkmwfﬁcmmmetoacmﬂymchtheemmm
in-chief before expiration of the time for taking action, filing the
motice, or commencing the civil action. A moving party should not
sssume that the motion will be gramted even if there is no objection
by any other party. The motion: will be denied unless the moviag
pmyshowsgoodcausewhyancxmonshouldbegrmwd The
ptwofothcrbusammsmgaﬁeranemmerm-cluefsmaume
for taking sction will not normally coastitute good cause. A inotion
seekmsaddmomltnmctouketesmnonybmusenpnnyhasnot
bwnabletopmcurcthetestmmyofawunessshallmfmhme
name of the witness, any steps taken to procure the testimony of
the witness, the dates on which the steps were taken, and the facts
espected to be proved through the witness.

(b) Any paper belatedly filed will not be considered except upon
motion (§ 1.635) which shows sufficient cause why the paper was
not timely filed.

(c) The provisions of § 1.136 do not apply to time periods in
interferences.

EANUAL OF PAM!‘W PROCEDURE _

 ‘Section’ tmma '
wunemmmwuwm

MnmmfmannofMmeeymd
Underﬁlélﬂ(d)(G),areqwformexMMdﬁn:e

can be made orally snd an appropriate order will then
be entered thus elimisating considerable paper work.
Theordermﬂbethewmmmozddmemquw
and decision.” See 37 CFR'1.2. Extensions of time
havemthepastmmednumerousdchysminmfer-
ence cases.. Under previous  interference  practice,
some delays were caused because attorneys - md
agents on many occasions, : tedly . ¢

orders setting times. Undcr,the revmed pncuce, attor'

thepmofothe:mwlﬁchame;aﬂertheex-

Section 1.645(z)- specifies rocedure. to: be used
when a written motion is filed. It should be noted that
an ®examiner-in-chief ‘may" ‘""eqmre a wrltten moﬁon
potwithstanding a conference call.
Whencounselandanexammer-m-chlefagreetoa
schedule and timés ave set, the parties are éxpected to
adhere to . the schedule unless there aré unusaal cir-
cumstances. Apart from work that counsel may have
in-an interference, an examiner-in-chief has a. docket
and: must manage not only the mterference mvolvmg

the followmg in Ro.vemunt. Inc. v.. Beckman Iustm

~ments, Inc., 727 F.2d 1540, 1549-1550 221 USPQ 1,

10 (Fed. Cir. 1984): ,

_ “The conduct of a trial, grantmg of oontmuancw
and the like, is not, however, solely or entirely a
matter of balancing conveniences of the parties.
The Federal Rules of Civil Procedure recogmze an-
other consideration—the need for the exercise of
discretion by the trigl court in carrying out its duty
of managing the judicial process, the business of the
court, and the administration of justice.”

However, the rules recognize the need for the exer-
cise of discretion of an examiner-in-chief in carrying
out his or her duty of managing the interference
(§ 1.610), the business of the PTO (§ 1.610), and the
administration of justice (§ 1.601).
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mmemmydtbemhuonthnbeﬁledwuhlhedocmnh
Under:§ 1.647; whmapnrty relies on & document

mtmﬁngm hnguy,mﬁnglnhhnmgetrms-
lation -of the ‘document and an' affidavit attésting to
the accuracy of the: transiation will: be required. The
rale appliés 10:any. document, including evidence sub-
m:ttedmthmomfomgnappheamforwhcha
-party seeks beneﬁt,tesnmony,andexhlbusmmdwed
in ‘evidence during testimony. . -

2351 Times for Dheovery md Tesﬂmoay [R-Z]

37 CFR lﬁl&tﬁngﬂmaﬁrd&onwandukfngmmy par-
tigs entitlsd to take testimony. (8) At 8n sppropriate stage in an inter-
fereace, an examiner-in-chief shall sct (1) & time for filing motions
(ilﬁi)fmaddsmudducovcrymderﬂ&ﬂ(c)md&)m
nypemdsforukinganyumnrymnmony

(b) Where sppropriate, mtmonypenotkwﬂlbemwpetmna
pasty (o:

(1) preaent its case-in-chief amd/or case-in-rebuttal and/or
a)mmcmoppomm:awm-chnefmd/otam

(QfmymuMdmmmymu
mderpulmph(l)ofthhmﬁon

Under§l65! aﬂerudemonuenteredonpmlm—
imrymotiom.anexammer—m-chwfsetsumesfor_
filig miotions for additional discovery and for taking
testimony. Any motion for addmoml discovery. “will

id unded § 1. Gsxc),memmu%m-ch:ef with
1635)bymotherpu1y, ey iséue ea order
wihiy judginent should not be"entered - sgainst: the

'jmor mﬁmnmmmmmm

‘“wnththeordermleu.wnhus

why;udgmentshou!dnotbeen&eredmwwﬂ-

pocds
'tneewnhthebrder ‘Any other party muy filé e ‘response to the

paww:thm 15 days of the date of service of the' paper. I the
:gﬁnuwhomtbeordlerwumedfmhtoshowgoodum

theBoudsh-llemerJudgmenugumthepmy

2353 “Record and Exhibits [R-2] ﬁ
, 37cm-16531:mdmwws () Testimony shall cousist of

aﬂidavm under §§ 1.672 (b) and (e), transcripts of depositions voder

‘§§lé72(b)md(c),agreedstatemen:soffmtunder§l672(t),and

transcripts of interrogatorics, cross-mtempwnes, and reconded
answers under § 1.684(c).
(b)Analﬁdlwtshn!IbeﬁledasaetfonhmﬁlﬂZ(b)or(e).A
certified transcript of a deposition incleding o deposition cross-ex-
emining en effisnt, shell be filed as set forth in § 1.676. An originel
lgreodmmtshdlbeﬁlednwtfonhmilﬁmm A tranecript

of interrogatories, crogs- andmcordednnswersshnll
beﬁledu:ut‘oﬂhunderﬁl&«c) o
(c)lnaddmonmthem"pemﬁedmplnmph(b)oﬂhnuc-

‘tion end within e tirme set by &n exsminer-in-chief each perty shall

ﬁlethreecopia_andsemonecopyofarwordwmisﬁngof:
“(1) An index of the names of each witnegs giving the pages of
tbemordwheretheduectmmy and crom-emmutnomof

-enchwmeubegim.

(2) An index of exhibits briefly describing the nature of each
exhibit and giving the page of the record where each exhibit is first
identified and offered into evidence.

{3) The count or counts.

(4) Each G) affidavit, (ii) transcript, including transcripts of
cross-enamination of any affiant, (i) agreed statement relied upon
by the perty, and (lv) transcript of interrogatories, cross-interroga-

‘tories, and recorded anewers filed under paragraph (b) of this sec-

tion.
(5) Bach notice, official record, end publication relied upon by
the periy and filed under § 1.682(). C
(6) Any evidence from another mterference, proeeedma, or
actmreheduponbythepanyum!ltm .
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MANUAL OF PATH
w% W

rﬁy%r’ 4 :
(d)'!‘hemoftherwotdmumdvdy ;
5@y Mm%mmanwpwﬁm

of esch 'effidevit'cr trambelipr
(!)Themonlmybetymmmmpmud.
wmumsmm

eorwofmhdgemmwuh‘bq.ﬂpond ition of gn inter:

fﬁtenee,uemw-m-chwfg_mmnanm tothepu‘ty

! ordamdi’minsthttkeeﬂ;imhs

-.AD. Any, mmony record,. o € W
thhthm:ectmnmaybeutumedunderilél&(n) ok

Sectmnl653setsoutwhatshullbemthcrecordto

be considered by the Board at final hearmg “The
tecorci’ contmqg ‘to' »be_prmted or typed' on“pnper 8%

.pm'ty files an affidavit, the party should use 8% by ll
inch paper for the affidavit. i

2354 Final ‘Hearing R-2]

37CFR I6Sli"imlhoaring. (l)Atuwomimmud&c
metfemence ‘parties'will be ‘gives an' opportunity -i0: eppesr
before the Board to present oral srgument ot -a-final hestivg: An
exeminet-in-chief shall set & date end time for finsl hearing. Unless

otherwise ordered by en examiner-in-chief of the Board; each party

wiﬂbemﬂedwnomemwmmofmﬂumu
final Liearing: -
(b)'l'beopmngargumemofnmorpmyshdlmchdeafm
sistement of the junior.party's case and. the. junior party’s position
mthmpecttothecasepmcnwdonbdnlfofnyotbﬂpnnyA
mmpmymayreserveapormofmmfor ______

(c)AmﬂyMlmmbeenuﬂedtouzueﬂnthabm-
doned, suppressed, or concealed s actusl reduction to praciice
mlmanmweunder§l632mumelyﬁled .

(d)Aﬁerﬁnalheanng.tbemmfetmeshaﬂbemkenundetad-
visemeat by the Board. No fusther paper shall be filed except under
!l658(b)orasaudwnzedbymmmncr-m-chwforthenmd
No sdditionel oral argument shall be had unless ordered by the
Board.

Section 1.654 continues the practice or holdmg a
final hearing where oral argument may be presented
by all parties. No fee is charged for appearing at oral
argument at final hearing in an interference.

) ez 15 ‘,»4“ B r).
~exammerm-chnefdewmmesthataclumofapanym
unipateritable to’ that party, an"order  to-show ‘cause

nt shoiild 1ot be'e;
will be issued to that part See §1. 640(d) If a re-
sponse to the order to show cause i filed; s deCision

will be entered. by .the Board. See . §§1.610(2) -and
-1.640(e).- If the Board. determines that the claim is not

patentabletomepmy aﬁnaldecmonmdjudgment

will be entéred ‘Holding ‘the claim to ‘be unpatentable.
‘Review of the final decision: and’ judgment: is-by: judi-
-cial review under: 35'U.8.C.: 141 .or 146. It should be
-noted; - however, that if there are other -claims in: the
‘party’s applicatiofi. or ‘patent which: dre deemed: to be

patentable, an :interlocutory: order:: will -bé entered

-holding only that certainclsims. are: unpetentable. A
‘final: order: holding those .claims; unpatenisbie will be

entered after final hearing on- other: issves. Such a

; pmctlce will aveid pmemenl Judwml review,

2356  Briefs for Final Hearing [R-2]

‘37 CFR ImMﬁrﬁmIMﬁng. () Esch party shall be enti-
tled to file briefs for final hearing. The exsminer-in-chief shall de-
temmethebmﬁneededmd:haﬂmtheumemdorderforﬁnng

kbnefs

(b) The opening brief of & junior party shall coutain- mderuppro-
pmteheadmgsmdmmeordermdmted
(1) & tehle of contents, with pege refeteneu.mdnhbleor

'm(ﬂpumnywm),mmmmmimmm

with references to the pages of the brief where they are cited:
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(4)Annm . preceded,
wmhmdlth.ﬂcmmdm ywithmpw;mtbe
/ and the restons ( mmmmm

(I)nmmcﬂhhnsmdohhefmm«lmbem
mhulhemﬁynwmmemmntheopuing
bdefofthej

acopyoftheommuaeednmbe

(@ m
‘WEMe@ydhmwgmmmmamﬂm

memdzskﬂmmtymmmu
mumm;mmymbcuvmwhythhnfmm
whpummxm.,wm comply . with tbereqmre
Wnnenbnefshﬁl

"Mugsoffcctormf‘ofkw whenob;ec(mg. £
must be given. mw'myaﬁopnhepropmedﬁndhpofﬁm
-andeoacluﬁomofhwnwknleormpm S i

-patty ’
openingbrief mdthreecopmo!amoﬁw
! Wmmqudilﬂm)dommy
-tov & fiotion. to; suppices wader: this: paragreph. Any o]
..oulymadetotheMyofmoppomm’scvmuwuved

An

mopponent’sapemnghﬁormplybnefasmaybetppmpnm
) (l)WhenaJumorpmyfulstoumelyﬁleanopmgbnd an
mdetmymmmjmrpmymMcumwhy’ﬂw
Board should not trest failure to file the brief =’ s Eotceision of
priority. lfthejmrmyhktompmdwnhmaumepmodut
in the order, judgmmemybeentetedlgumtthejmﬂorpirty

Once ‘the parties have filed  their ev:dentmry
records, times will be set for filing briefs, and then the
case will be set for hearing. 37 CFR l6561sapec1ﬁ
as to the contents of the briefs. .

In large measure, § 1.656 follows the: reqmrements
of Rule 28 of the Federal Rules of Appellate Proce-
dure. An original and three copies of a brief age re-
quired. Under § 1.656(h), if a party wants the Board
in rendering its- fimal decision to rule that any evi-
dence is inadmissible, the party must file with its
opening brief an original and three copies of a- ‘motion
to suppress the evidemce. Any prevmns objection to
the sdmissibility of evidence is waived unless the
motion to suppress is filed. This procedusal provision
makes clear that an objection to the admissibility of
evidence must be renewed at final hearing and will be

'orpropedyoouldhavc

{ 55 ! b '?*:.';:;q
Enjnmorpgrw fdihm timdyﬁlcanopeumsbmf
mordertoshowcausemaybeiswedngamtthe

37CFRI”7qu‘Mmbda«oﬂnmm mbumble

b ] (5nmmhmut.ﬂwmvcmnmade
el ) -order ofthemlm of their
filiag d 'e(fecﬁveﬁﬁnadam Theburdenofproofslunbe
npm pmywhcouwad:‘o!herwue ‘A

37CFR lmnmlm(-) Aﬂerﬁmlhemns. thede
Mmummhmgdnmwmndmﬁwhnm

ment @5 to's eount shall ‘sfate Whether ‘or ‘nof’ ‘each’ pany i ‘entitled

o' & pilest contumng thé clmnaq-m the party’s patent otnmmw

mmpmbedbyhndm“&mm" The. Board: shall enter 2
dmmﬂwrequormduamn.lﬂbeﬂondahﬂbeof

«the opimion thet the-decision on the request.for recongsideration sig-
nificantly modifies its. ofiginal decision: under; paragraph {a): of this
'mmﬁnnoudmydesigmte thedecmononthe requm form-

comsideration ss & new-decision. -
(€} A judgment in an mterference settles nll issues wluch (1) were

- spised sind dedided n the interferesce, (2) could have bicen properly

raised and decided in the' intedference by motion-undeér § 1.633 ()

_through (d) and (f): through. (j).or §1.634.and (3) could have been

, I _h‘onal interference with a
* Josin perty-who could have ‘properly

-imoved.bmmhdtomme,maerﬂl633orlﬁ34 :shall be es-

wppedmmhecxpammmurpamncuonmthe Patent and

. Tredemazk Office, after. the . mlerfa*ence which is.inconsistent wnh

that party’s feilure to propetly move, except that a losing party
shsll not be estopped with respect to any claims which correspond,
o a coun! as to wluch that

party was awarded & favorable Mgmem
In lts ﬁnal decmon 'the Board can (l) enter Judg-
: ‘Of inpart,’ (2) femand the interference

t(3) take further action not

“inconsistén with ‘law; ‘A Judgment as to a count will

state whether ‘of not’ ‘éach party is éntitled to a patent
contammg claims - which’ correspond to the count.
thn Judgment is entered as to all counts, the deci-
sion’ of the Board is considered final for the purpose
of judicial review. Section 1.658(c) defines the doc-
trine of interference estoppel as it is to be applied in
the PTO after an interference is terminated. The defi-
nition of interference estoppel is designed to encour-
age parties in interference cases to settle ‘as many
issues: as possible in one proceeding. Section 1.658(c)
creates an estoppel both as to senior and junior parties
unlike the prewous practlce (37 CFR § 1.257) which
limited estoppel in some instances to junior parties.
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‘ 'fmmechkmwasus.c.m
’”ncivﬂacﬁonintvntmdswmmmt,
under 35 U.S.C. 146. Upon | ng of an sppeal |

poungpanymayelecttbha\tethe !

ducted in a district court.’ In'éithier ev%ﬁt 'the‘ ﬁles‘

will be retained at the Board until the court proceed-
mglnstermmnted (ThePTOmy,butnormaﬂydou
not, issue the application of & winning party in an in-
terference involving only applications, i
ing the filing of a civil action under 35 U.S.C. 146 by
the losing party. See Monaco v. Watsou. 270 F.2d 335
122 USPQ 564 (D C Ctr 1959)) .

mmmm&mm;amwm
fvnonslyofmordkﬁled wﬁc&.intbeopmonoflmem,

K Tejection:

‘ (b)mmebomdhvemudgeofmygmnndform
ma:mmdewdmmemfemusmlmcm
-niot imvolved in the judgment of the ‘interfererice, it may incladé in
-#s deciion & recommendation:to the Commissiober that the: patent
bereennuned 'IheCommmonerwinaemewhedm-m

,txons 10. exammers‘and the Con ner, i
recommendstions ‘that. applwatmn claims ‘ot involved
‘in the interference be rejected and that a patent be Te-
examined’ as to patent claims tiot mvolv‘ed”
‘ference. .. .
- When a patent is. mvolved m an m,
clmm of the patent :will be designated:: to. (1) corre-
spond to.a count or.(2) not correspond to a count. All
claims which. are. ultimately determined to correspond
to a count will be “involved in the Judgment of the
interference.”. Inasmuch. as they are .involved. in the
judgment of the interference, there is.no need to re
ommend reexamination of those cla;ms. The clain i
volved in the interference are either tentablc T, UR-
patentable based on the final decmon of the Board.
Section 1.659(b) merely autlwnzes the. Board to rec-
ommend reexamination of patent claims which (1) are
not involved in the judgment and (2) for one zeason
or another neither party saw fit to move to.designate
as corresponding to a count.
2360 Notice of Reexamination, Reiuue, Protest
or Litigation [R-2)

37 CER 1.660 Notice of reexamination, relssue, protest, or Iltigarlon.
(8) When & request for reexamination of a patent involved in an in-

say. “ i leﬂy 0" il g ey L, T LN K h
mwmuymmmwswsc

Under §1.660, apmtyxsrequiredmnotifythe
Board when the party’s patent or. application becomes
involved im other PTO proceedings. (reexamination,
reissue, or protest) or litigation. The requirements of
§lé€0uedwgnedtokeepthcl’l‘0andapartys
opponent informed of activity, which is relevant to an
interference. These rules attempt, to the extent possi-

ble, to: chmue pmcedural mrpme. Inasmuch as- mml

'ms;s“e'i‘h‘ pmmry ‘examiner- should- consult: the ;ex-
fammer-m-clnef in charge of the mterferencc Atris

37 CFR! I 661 Tmmuanou of mterference aﬂ'er Judgment. Aﬁer a
final decision is entered by the Board, an intefference is consideted

.terminated- when . mo appesl (35 U.S.C. 141) or other review (35
,USC l%)habeazorcanbetakenorhad i

.. Section 1.661- sets forth when -an- mterference -is
considered terminated after’ a judgment is entered in
the interference. For the purpose :of. filing . copies of
settlement ‘agréements under: 35 ‘U.S.C: 135(c), :if -an

-appeal ‘or civil action is not filed, the interference is
considered terminated as of the date the time for

filing an appeal or civil action expired. 37 CFR 1.661;
Tallent v. Lemoine, 204 USPQ 1058 (Comr. 1979). See
also Nelson v. Bowler, 212 USPQ 760 (Comm’r. Pat.
1981). If an appeal is taken to the Court of Appeals
for the Federal Circuit, the interference terminates on
the date of receipt of the court’s mandate by the
PTO. In re Jones, 542 F.2d 65, 191 USPQ 249 (CCPA
1976). If a civil action is filed, and the decision of the
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SOy & patenteemvolvedmmmteﬂewnce
brreimedutmgthemmferemeqdmdlchm the patent

ﬁlamspphcltion’i i

'Sechon 1K 662¢(§) prov:des that when a pﬂentee files a
reissue application and omits' all ‘claims of a patent
conmpondmg ‘to the counts of an interféerence for the
-purpose ‘of avo:dmg the interference, judgiment will
be ‘entered ‘against the pateiitee. Under §1.662(c), the
“filing of a statutory disclaimer will ‘not be treated as a
request for eiitry -of ‘an ‘adverse judgment unless all
patent.claims corresponding to a count are disclaimed.
Unider § 1.662(d), if after entry of a judgment or after
filing of a statutory disclaimer no interference exists,
the - interference: will be terminated .as to any party
against: whom: Judgment ‘has not-been entered and any
further prosecution of any :application involved in the
mterference will be ex parte before the esaminer.
‘When some of the patent claims corresponding to a
count are dwclanmed, the interference proceeds on the
basis. of the remaining claims which correspond to the
count. If all patent claims corresponding 0 a count
are disclaimed, judgment will be entered. The third
gentence of § 1.662(e) does not apply to an application
which is not involved in an interference. If an appli-
cant files a continuation-in-part application and suc-
cessfully moves (§ 1.633(d)) to substitute the continu-
ation-in-part for the application involved in the inter-

Mmmofmmtmmwmyia-

-ference,
volved in the interference would have no bearing on

the interference.
2363 Action After Intesferemce [R~2]

37 CFR 1656 dctlon aficr (nterforence. (a) Afer termination of en
interfarence, the caaminee will promptly take osuch sction in suy 6p-
mmmhmmumum

@)Anujudmthe.ppmofmypnnymybehddmb-
ject to ferther examination, including en interference with anothér

The files are not returned to the examining group
until after termination of the interference. Jurisdiction
of the examiner is sutomaticelly restored with the
return of the files, and the cases of all parties are sub-

parte Peterson, 1941 C.D. 8 (Com’r). - -
Theacnontobeukenbytheexammerfollowmg
tionofﬂlemterfefencedependsuponhowthe
mterferencewas érmitiated, and in some - instances,
the basis of the términstion. All interferences conduct-
ed under riles 37CFR 1601—1 688wﬂlbetermmated

by judgment. -~ 7! ;
'When the files ‘are retnmed to the: exammmg group

‘after termination of the interference, the primary éx-

aminer i3 required to make ‘an entry on the index in
the interference file on the next vacant line that the
decision has been noted, such as by the words “Deci-
sion Noted” and the primaiy examiner’s initials. The
interference file  is- then. returned to the Service
Branch ‘of the Board of Patent Appeals and Interfer-
ences when the examiner is through with it. There it
will be checked to see that such note has been made
and initisled before ﬁling away the interference
record.

If an appllcat:on has been withdrawn from issue for
interference and is again passed to issue, a notation
“Re-examined and passed for issue” is placed on the
file wrapper together with a niew signature of the pri-
mary examiner in the box provided for this purpose.
Such a notation will be relied upon by the Publishing
Division as showing that the application is intended to
be passed for issue and makes it possible to screen out
those applications which are mistskenly forwarded to

‘the Publishing Division during the pendency of the

interference.

See § 1302.12 with respect to listing references dis-
cussed in motion decisions, and § 2364 concerning the
entry of amendments.

Form Paragraph 11.02 may be used to resume ex
parte prosecution.

Form Pocagraph 11.02
EX PARTE PROSECUTION IS RESUMED
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mmm 1) o brcribdnbied

o :.{kngmemwmmﬁwmmg o

;Afgeg termmauon of me mterfepence*a letter

61

wrgebision 12)voupplt

Examiner Note:
I bracket §{lingget whethes fayoruble: mmfm
236&01 No Inte:ferem ln Fm [R—Z]

\zon the clmms of the. apphcaum dwgmued 8. COITe:
sponding to the' count, if those claims are othemse
patenubfe

2363.02 .. The Winning Party [R-2)

If the prosecution of the winning part\ ‘s case had
not been closed, the winning party-generally: may be
allowed additional. and broader claims to the:common
patentable. subject imaster. . (Note; however, :In ‘re
Hogrer: Co; Eic., 134:F.2d-624,-37 -USPQ: 111;:1943
C.1D..338:(CCPA).) The: winning .party .of the-interfer-
ence isinot denied :anything. he!6r she:was in-posses-
sion of priog-1othe interferencel nogidoes: he. or-she
déquire and:additicilal-rights-as a. result-of the inter-

ference. His or her ¢ase thes standsias it-waes priog:to -
she intesference, I the application.avas under. final Te-

Jection as:1g; some e
fegence was: ,‘Qfﬂaﬁ‘dﬂ the m,s;;mtwwoﬁ the 4int

of .its; elaims.at the t)me

the apphcam, as in the case of an; other actgonﬂ,unan-

OFFICE ‘CTEON UNA ‘\SSW, __RE

“This' éf dpplicition Contiifk "af Unasweted” Omce acticii iailéd ion
[ﬂ A SHORIENED STATU TORY PERIOD FOR:RESPONSE
TQSUCH; ACTION 1S SET. TO EXPIRE‘ [2} FROM THE

VDATE OF. THIS LETTER, .

- Papyniner Note:

This paragraph must be preceded by paragraph H 02 R
lrr bmcket (2] m,en daze, days, or: months S TR,

'ence ' “nwe»er an adverse Judgmem“xs entered as to 2 count

agamsr an appl.cam “from’ which tio appeal (35U8C 7§ 14tyor
otier review (35 U:8.C.76 146) hus beeh ok can be takén or hiad, the
claitns of -the.application corresponding to: the count: siand finally
disposed of without further, acuon by the. exammer Such c!alms are
ot open 19, fur(hfr ¢x parte prosecumn it i

" The Board’s Judgmem in an, mterference conducted
ander 37 CFR1.601-—1.688 will state that the losing
party is not entitled to a patent containing the clalms
corresponding to the count or counts. Under 37 CFR
1.663, such claims “stand ﬁna!ly disposed of without
further action by the examiner.” See. also 35 USC
135(a). When the files are returned to the _examining
group after termination of the interference, a pencil
fine shouid be drawn through the claims as. to which
a judgment of priority adverse to an appllcant has
been rendered, and the notation “37 CFR - 1.663”

MANUAL OF PATERTERANINING moér-:nune '

Siould b wiiteen emmwm’ww dicate therésivdn
for the pencil- 1€, Tf:these-elatiis fiave notbsen ciu:

celed by the spplicant and the case is 0t ready
for issue, these notations should be replwed by @ line

4 ""‘ 'nd the notation “37 CFR 1,663" in red.ink
 casie tO iune, ;s

. the uneelhtmn by an. Eumme;:n Ameud
mem lflndchonismemryvmtheapphcamm

) \ L pliA M
letter should be wntten mformmg the apphcam .that
all the clanms m the apphcatnon have been dupoM

subJect to.prosecution, and that the applicati
sent; to the“abandonedz;_ﬁles w:thw.the_mt group of

losing party’s ‘application’ W' under
ready for issue, k hxs or heringht’ to re

,’Jected on: the: ground of . .unpatentability . under 35
1U.8.C.:102/103,0r on theground of eetoppel

1 _UNPATENTABILITY 'UNDER '35 _U s C. 102/
,103

The exanhiner - should ‘determine from the Boards
:decxsnon ‘the ' basis -on’ which  judgment: wis- rendered
-agdinst 'the applicant.’ If: the judgment wes that appli-
cant was ot the first inventor of the subject matter in
issue; the application clairis may: be rejected under 35
U.S.C.- 102(g)/103  as - unpatenmble over “the lost
‘counts. ' If the judgment was based on a holding that

ﬁapphcant derived the invention from another, & rejec-
" tion of claims as unpatentable over the lost counts

‘under 3% U.S.C. 102(f)/103 may be in order. Where
the Board rendered judgment against the applicant be-
cause his or her claims were unpatentable over prior
art, under 35 U.S.C. 112, or on:other grounds, the
other claims in the applicasion should: be reviewed to
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counuma »till}:es sub ) rejec

' isint:ptuistaxtwﬂhthepnﬂy‘s!ailmtoprop—
eﬂquy‘e\,l lowever, in the event of a “split award,”
the losing party is not estopped as to claims which
corresponded, or properly could have cormpondcd
tdaco‘untwhnchheorshewon

“The following examples illustrate the apphcatnon of
estoppeltothelomgparty' :

’, E;amplel Jm:orputyapphcantALandmorpun appli-
o AK “both 'disclose separate patentible inventions “A™ ‘and

“B”MchhMymAmthekmeappmm
«+; Agr interference :is: declered with @ single count to invention A.

Neltherpartyﬁlaamouonundcr”CFRlGB(c)(l).m;dd:
is:ov.mtktom,veanouli Judgmentastoallof.&‘l.’ [
¥ m‘ie to;m:orpunywplieant

i34 3{"9‘”}“: i@;;u
" obtain 81

mpondmgtothecomttoaemorpartyappbemmlumor
: apphmtALwﬂlbemoppedtoobtamamcontamng
: Semqrwty

“123 EmmpleJ JmputyapphcmtAMandmpanyapph-
s cant AP both disclose separste . pntcntabr mventions “C”, “D",
‘and “E” and claim faventions C and D in t! L"respecuve appli-
cations. An interference is declared with two counts: Count’ I is
to inveation C end Count 2 is. to invention, D. Neither party files
prehmmttymomtoaddapmposedCount3tomvenuonE
.‘JudgmentasmlllAM'sclmscompondmgtoCounulmdz
-is awerded to jumior perty applicant AM. Senior party applicant
APwnﬂbcmoppedtothereaﬁetobtamapameonwnmg
_ claims to invention E, because applicant AP failed to move to
“add & count ¢o invention E in the interférence. Junior party appli-
-mtAMwmnotbeutoppedtoobtahlapmemmummgchxm
to invention E. -
Example 4. ln,tlmexampk thefactsaretheumeasml:‘.xam
pk3eueptthﬂ’jﬁdmtmawardedntoaﬂﬂsclumscm’-

respoading 10 Counts 1 and 2 to senior party spplicant AP.

Junior party ‘epplicast AM will' be estopped o obisin a patent
containing claims to invention E, because applicant AM fuiled to
move t0.8dd 8 count to invention E in.the interference. Senior
pmyapphcmtAPmllnotbeatoppedtoobmnapatentcon-
tainifig clsims to invention E.
Example 5. in this exsmple, the facts are the same as in Exam-
pIeSeWthnjudmemuawudedoaallofAMscmcor-
to Count 1 to jumior pesty epplicant of AM and judg-
ment is awarded to all AP's claims correspondiag to Count 2 to
semorpartyapplmtAP Both parties will be estopped to
obtaln a patent contsining claims to invention E, because neither
moved (o add 8 count to invention E during the interference.
Assume thet junior perty AM could have properly moved under
37 CFR 1.633(D to be sccorded the benefit of an earlier applice-
tion, but did not do g0 during the interference. Junior party AM
will not be estopped in subsequent ex parfe prosecution from
sshngforbazeﬁtoﬂhewlmapphcﬂmastotbemvenuonde-
fimed by Coumt 1. Accordingly, if the examiner were (0 reject
junior party AM's claim corresponding to Count 1 on the basis

Empk? Thefmmthne@plemtbemuthe&m;
. mEmpleGewepu!m' hanodlolAQ'sdmmeone-

“?prmymououaremeﬂ Apdgmentuentemdmfworof
spplicant AT on the claim corresponding to the sole count. Ap-
pha-tAUwouldbeatqppedgoobumapammmmga

it AU failed to e a prelio-

,wymﬂonunderﬂCFRlGJ?»(c)(l)seehngtoaddawmuo
benzéne sud benzene wus disclosed in winning perty AT's sppli-
‘Coticn. Applicent AU would slso be estopped o cbtain » patent
© comtuining o clgim to toluene, unless “toluene™ defines 8 “sepe-
mMemm&on"from‘va"Abmfumfu
_ ence estoppel (37 CFR 1.658(c)) exists if toluene™ and “solvent™
define the “same patentable inveation,” becavsé & claim to “tolu-
ene"conﬁdproperlyhavebeenaddedmddemgmﬁedmm
spond to the coant. See 37 CFR L633c)(2). -

The following two examples illustrate the applica-
tion of estoppel sgainst an applicant who lost the in-
terference based ‘solely on the fact that the apphmnt
was unable to establish a date of invention prior to
the opponent’s foreign filing dste (see Ex parte Tyigat,
225 USPQ 907 (Bd. App. 1985):

9App!mnonAVduclooa-gmamgenemlandm

r & Gcylinder engine. Application AV contsins only
'chnl(cagme).ApphcmonAWduclonaengnengenezﬂ,
bt does not specifically disclose a G-cylinder engine. Application
AW comtsine caly lmngleclwn3(eamne) The U.S. “filing
date"(37CFRl60!(h))oftheAVapplmuonmpmrtothe
U.S. filing date of the AW application, but the AW spplication
cleims @ foreign priority date under 35 U.S.C 119 based on an
epplication filed in a foreign country prior to the filing date of
the AV application. An interference is declered. The sole count
of the interference is to “en engine.” Claim 1 of the AV epplica-
tion and cleim 3 of the AW epplication ere designated to corre-
sposd to the count. During the interference, applicant AV does
rot move vader 37 CFR 1.633(c){2) to edd a claim to e 6-cylin-
der engine #ad to designate the claim to correspond to the count.

AW is awarded & judgment in the interference based
on the earlier filing date of the foregin patent application. After
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could obmn‘ a patent eontm;cwz. on’ ver b

~ 6cylinder e s 8Ot s : men sntion,” claim 2

. of the AV applicitio wﬂdhuje@e&ontbemoﬁmﬂer

1. because " claim 2 could'have been added by a

motion lmdér ITCRR 1.633(cH2). See'37 CPR'L 638(::)

o Exampk((lmeumpksbuwanytheumeutmple9

. _except tha upphcatlon hAV initislly contains claim 1 (eu;ine) and
igine). Wheu the inten‘erence :Is dechred

gAwP 1, )
exaamner—m-chxef who a_s in :charge. of the inte
ence before allowmg the losmg party 5 case:

and (2),-0r- (h);. a.moving. party is requtred to submlt
with his or-hér-motion:gs-a separate paper, an.amend-
nient’ embodymg the proposed clainis'if the claims ave
not already in the a plrcatxon concerned. In’ the. case
of an. appllcaﬂ n .involved in. the, mterference, this
amendment is not entered at that time but is placed in
the application file.:; . .

AR amendment ﬁled m connectton w1th a motlon to
add or; substitute counts in, an- interference must in-
.clude any claim or claims to be added and be accom-
panied by the appropriste fees (or. fee authonzatlon),
if any, which would be:due if. the amendment; were to
be entered, even though it may be that the amend-
ment will never be entered Only upon ‘the graiting of
the motion may it be necessary for the other party or
parties to present- claims, but the fees (or the fee au-
thorized) must be paid whenever claims are presented.
Claims which have been submitted in response to a
suggestion by the Office for inclusion in an applica-
tion must be accompanied by the fee due (or fee au-
thorization), if any. Money: paid in connection with
the filing of a proposed amendment will not be re-
funded by reason of the nonentry of the amendment.

If the motion is granted the amendment is entered
at the time decision on the motion is rendered. If the
motion is not granted, the amendment, though left in
the file, is not entered and is so marked.

wvemdthemntofthemueﬂm 5, the. re-

g rendyformue.thegpplm

' nouﬁedthatthe iy hcatwnuallowedmdtheNonce

ofAnowaueewﬂlbesentmduemnne,tbatpmsecu-

noa:sclmedandtowhatextemtheammdmthu
As 8 coro!lary to this pmctree, 1t follows that

where prosecution . of . the winning .application. had

been closed prior to the declarm of : the mtetfer-

ence, as by being.in condition for i ‘

tton may. not be reopened

.~'.663 the mtry of’an't adverse. judgment -against. a
party who requesfts same pmsuant t0:37: CFR -1:662(2)

el < 2 2 ,‘ R LI «tlné i o
for interference with another party and for the. pur-
pose of declanng_ an’ addmonel interference, the exam-

to lmtlate the second mterference L
' O‘rmzn AMENDMENTS

When an- amendment to an appbcatxon mvo]ved in
an interference is received, the examiner inspects the
amendment and,, if necessary the” ‘application, ‘to de-
termine whether or not the amendment affects  the
pending or any prospectwe interference. If the
amendment is an ordmary one properly responsive to
the last ‘regular ex parte action precedmg ‘the declara-
tion of the interferencé and does not affect the pend-
ing or any prospective interference, the. amendment is
marked-in pencil “not entered’ and plwed in-the file,
a’‘corresponding “entry being - endorsed -in ink in -the
contents column of the wrappe_ _ i
docket cards. After the termination of the interfer-
enice, - the ‘amendment may be permanently entered
and considered as in the case of ordmary amendments
filed during the ex parte prosecutlon of the case.

If the amendment is one filed in a case where ex
parte prosecution of an appeal to the Board of Patent
Appeals and Interferences is being conducied concur-
rently with an interference proceeding (see §2314),
and if it relates to the appeal, it should be treated like
any similar amendment in an ordinary. appealed case.

When an amendment filed during interference pur-
ports to put the application in condition for another
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& patent,, the. - exsminer. mﬁm personally
sider the amendment suﬁ'icnently to egni
m in t‘m. it does so..

aminerbomtheﬁle,emeutheumendmentand

takmtheproperstepotomxtmethemtduuerfer-

Where in. the opinion of the enm;ner. the propoced
amendment does not: put the application in condition
for interference with another application not involved.
in the interference, the amendment is placed in the file
and marked “not entered” and the applicant is in-
formed . why it wnll not be now entered and. acted
upom. . .o
When the amendment seeks to provoke an mterfer-;
ence with a, patent not involved. in the i
and the examiner beliéves that the cla
are not patentable to-the:applicant, and: wbere the ap-
plication" is’ open’ to ‘furthéer ex parte prosecution, the:

ined, the dme '

ed ‘and

. If necormderatxon is - requested -and . rejection: madeg
Rt hmrt_ for appea! should ?be set: Wltere the

the application. will prir pport,
the: clanns presented, or where ‘the: cla:ms presented
are’ drawn to'a non-elected invention, the: amendment

ﬂy‘th' reéson for the nori-

entry of the amendment

2365 Second. Interference [R-2]

37 CFR 1, 665 Seamd Imerference. A second ‘interference between
the ‘same partm ‘will niot be' declared upon ‘an application not ‘in-
t,olved in an earlier interferénce for an mventlon deﬁned by a
count of the earl:er mterference See § 1. 658(c)

2366 Interferenee Settlement Agreement [R-Z]

37 CFR 1 666 Ftlmg of mterjérence settlement agreements. (a) Any
agreement or understanding between parties to.an interference, in-
cludmg any, collateral sgreements referred to therein, made in con-
nection .with or iz contemplation of the termination of the interfer-
ence, must be in writing and a true copy thereof must.be filed
before the terminstion of the intecference (§ 1.661) as between the
pasties to the agreement or understanding. .

(b} If any party. filing the agreement or undermndmg under
paragraph. (a) of this section so requests, the copy will be kept sepa-
rate from the file of the interference, and made available only to
Govemnment agencics on written request, or 10 any Person upon pe-
tition accompauied by the fee set forth in § 1.17(i) and on a show-
ing of good cause.

() Failure to file the copy of the agreement or understanding
under peragraph (s) of this section will render permanently unen-
forceable such agreement or understanding and any patent of the
perties involved in the interference or any patent subsequently
issued on any application of the partics so involved. The Comimis-
gioner may, however, upon petition accompanied by the fee set
forth in § 1.17(h) and on s showing of good cause for failure to file
within the time preseribed, permit the filing of the agreement or
understanding during the sis month period subsequent to the termi-
pation of the interference as between the parties 1o the agreement

or understanding.

ﬂCFk Mﬂﬂmkmmwummhmlm (n)Bvidmoeem—”
wists of testimony end exhibits, official scoords and publicetions filed
vader § 1.682, evidence from another interference, proceeding, or
sction filed under § 1.683, mddueoveryrelwduponmdernwa
and the' specnﬂcnﬂon (mcluding e!ums) and dmvmgs of my appli-
cation or palenat:
(1) Javolved is the interference. e
(2) To which a pariy hes been accorded beneﬁt in the notree
declsring the mterference or by @ prehmmary mouon granted_
under § 1.633. :
. '(3) For which & mrty 'has sougm, but hw been demed. beneﬁt
byapcehnuwymonontu:der&lﬁS._.,.,u TR e

(d) Cemﬁcatton is not necessar&jas a condmon to admtss'brhty
whet ¢ récoid is'a fecord of the Patent und'Trademnrk Ofﬁce 1o

which Il pariies have’access. | @ : K S :

(&) A party, may . not rely. on an afﬁ avi ed»hy;that«pqrty
dunng ex parte. prosecutlon of an apphcatl , an .affidavit under
§ 1.608(b), or an_affidavit under'§ 1. 639(b) ‘unless (1) 8 copy “of the
affidavit is or-has been served ‘and (2) @ written notice is filed prior
io the'close of the pirty’s relevant testimony. period stating, that the
party intends.to,rely. on the affidavit; When proper-notice. is :given
under this - paragraph the' affi davit shall be deemed filed under
§§l 672(b) A copy of lh "aﬁ' davn shall be mcluded in the record
(§1.653).

- (fy The significance’ of documentary and other exhlbns shall be
dzscuwed with- pamculanty by a witness dunng oral deposxuon or
in an affidavit. ., .

(g) A party must file's motlon @1 635) seekmg permlssron “from
an examiner-in-chief ptior to taking ‘testimony or seeking' 'docn-
mentis or things under 35 U.S.C. §24. The motion shall describe the
general nature and the relevance of the testimony, document, or
thing.

(h) Evtdence whlch is not taken or sought and ﬁled in accord-
ance with this subpart shall not be admissible.

Section 1,671 sets out what will be considered evi-

dence. . - _

37 CFR 1.671 (b) and (c) provide that the Federal
Rules of Evidence apply to interference proceedings
to the extent indicated in the rule. It should be noted
that this provision does not eliminate the well-settled
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rely on the afﬁdnwt( The puxpooe
petmnanopponenttodetemwhethertdepoutm

facro»eumtmﬂonumy(mﬂ”%)m&

1.673(e)).

Section 1.671(e) is intended to overrule prior con-
struction of PTO rules in Holmes v. Kelly, 586F2d
234, 237 n. 7, 199 USPQ 778, 782 n. 7 (CCPA 1978)
and Brecker v. Jennings, 204 USPQ 663 (Bd.Ptt.lnt
1978), which considered a Rule 1.132 affidavit in the
file of an involved application to be part of the

“record” in an interference.. Under§lﬁ7l(e),aparty

intending to rely on such an affidavit must give notice

and serve a copy of the affidavit on the opponent.
.Even though the affidavit may have been consid-
medbytheexammer-m—chnefmdmdmgapmhmn-

nary motion, it may nof be considered by the Board st

, ] inless § 1.671(e) his been complied w:th.f
Similarly, while § 1.671(a), provides that’ the specifica-
- tiom ('mclndmg claims) and drawmgs of the involved
and certain other cases are in evidence, other papers
mtboseﬁluarenatmevndenceunlessspecnﬁcnﬂym—
troduced as exhibits.. :
. Under §1.671(D), the ugmﬁcnnce of docnmentary
and other exhibits must be discussed with particularity
by a witness during oral deposmon or in an’affiddvit.
Section 1.671(’ sets out in the regulanons an, evxden-
tiary requirement i by precedent. See Popoff v.
Orchm, 144 USPQ 762 (Bd.Pat.Int. 1963) (unexplained
experimental data should not be considered); Chandler
v. Mock 150 F.2d 563, 66 USPQ 209 (CCPA 1945)
(records standing alone were held to be meaningless),
and Smith v. Bousquet, 111 F.2d 157, 45 USPQ 347
(CCPA 1940) (unexplained tests in stipulated testimo-
ny are entitled to little weight). See also In re Bor-
kowski, 505 F.2d 713, 184 USPQ 29 (CCPA 1974) and
Triplers. v. Steinmayer, 129 F.2d 869, 54 USPQ 409
(CCPA 1942). Under § 1.671(g), a party is required to
obtain ion from an examiner-in-chief prior to
proceeding under 35 U.S.C. § 24. This requirement in-
sures that a subpoena is mecessary (e./g., a subpoena
ordinarily should not be necessary where testimony of
an opponent is sought) and that testimony sought
through 8 § 24 subpoens is relevant before a subpoena
is issued. The motion secking permission to proceed
under § 24, any opposition thereto, and the order of
an examiner-in-chief authorizing the moving party to
proceed under § 24 will be of assistance to a federal
court in the event a party is required to resort to a
court to enforce the subpoena or to compel answers
qmtlons propounded at any deposition where a
witness is appearing pursuant to a subpoena. See Shee-
han v. Doyle, 529 F.2d 38, 188 USPQ 545 (Ist Cir.),
cert, denied, 429 U.S. 870 (1976), rehearing denied, 429
U.S. 987 (1976).

Thecmuhvearticuhtednmleolw‘wmalm’
PTO will coutine to apply in determining admissibil-
ity 'of ‘laborabory - notebooks m« m ‘Mlop ‘bodk”
Rule’ Mﬁ)oﬁhe!?edem Rules of Bvidenve. Ses:

g, Alpert v. Slari, 305 F.24 891, 134 USPQ 296

(CCPA ' 1962) end Ellfott v. Barker, 481 F.2d 1337,
179 USPQ 100 (CCPA 1973).

* Ordinagily, theenminer-m-chiefmordetupmy
to produce aa individual for a deposition as loag s
themdiwdnﬂmupmyorinunderthemmloﬂhe
party, e.g, aa employee of an assignee. Where so-
called “third parties” are concerned, however, isgu-
ance of a subpoena may be necessary, because the
PTO hs no authonty to compel attendance of durd
partles,

2312 Mma uf Taking Tesﬁmuny [R-Z]

37 CER 1:672 Minner of taking testimony. (2) Testimony of & wu-
mmyh\nhbywﬂdepwmmaﬁdlmmmdm

iicay will o beeompel!edunderBSUSC-!“w )
pmmttlnelhe-muoi:yo&thewxmmby‘fﬁ‘l"’i‘f°"‘“°“°“'i°°'Af

prior. 10, ﬁqdme ofthe pm (] 0}
serve s, affidavit of the w ‘where_appropriate,
under § 1.671(e). To facilitate repnauon‘ofthe rewrd*@-’l.ﬁ?{g’)
and (b)), 2 party ‘should ‘filé ‘an affidivit’ oa:pefier whichsis' 8%i-by:
11 .inches (21.8 by 27.9 cm). A pérty shall not be entitled: 10 tely.on
-ydommtredwmmeaﬁdgwtmm:copyoﬁhedm
mmtuﬁledwnhtheaﬁ‘xdawt.Apartyshaﬂnotbeennﬁedtorely
onmythmgnmuonedmtheaﬁidawtunlmtheoppmentsgwen
ressonsble access to the thiig. A 'thing' is ‘something ‘other then' s
document. Aﬁutheaﬂidavnuﬁlednndwuhmaumembym
examiner-in-chief, any opponent may file a request to cross-examine
the witness om oral depositidn. “if 8y Opponent: TéqUeHts croes-ex-
ammmd’anafﬁant,thepanyshallnouceadepommunder
§ 1.673(e) for the purpose of cross-examitiation of any opponent.
Any redirect and recross shall take place at the deposmon At any
deposuon for the purpose of crogs-examination of a witness whose
testimony is presented by affidavit, the party shall not be entitled to
rely oa sny docement or thing rot inentioned in one or miore of the
affidavits filed under this paragraph, except to the extent necessary
to conduct proper redirect. A party electing to preseat testimony. of
a witness by deposition shall notice &' deposition: of the witness
under § 1.673(a). The party who' gives notice of deposition dhall be
rapom‘bleforobmmngacourtreporterandforﬁlmgacuuﬁed
transcript of the deposition as required by § 1.676. -

(c)Apartywuhmgmmkethemmyofawlmwhonews-
timony will be compelled. under 35 U.S.C. §24 must first obtain
permission from an examiner-in-chief under§ 1.671{g). If petinision
is gramted, the party shall notice & ‘of the witnese under
§ 1.673 and may proceed under 35 U.S.C. § 24. Themumonyof
thewrmslmnbetakenonmldepoum T

(d) Notwithstanding the provisions of this suhpan. ifthe pumes
agree in writing, a deposition may be taken before eny person au-
thorized to sdrminister oaths, at any place, upoa any notice, and in
any manmer, and when so taken may be used like other depositions.

(e) If the parties agree in writing, the testimony of any witness
may be submitted in the form of an affidavit without opportunity
for crom-examinstion. The affidavit of the witness shell be filed in
the Patent and Trademark Office.

(f) If the parties agree in writing, testimony may be submitted in
the form of an agreed statement setting forth (1) how a particular
witrness would tcstlfy if called or (2) the fecis in the case of one or
more of the parties. The agreed statement shall be filed in the
Patent and Trademark Office. See § 1.653(2).
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s.forth.the. manses in which, testi-

Ré-direct aiid ré-cross will take place at the dep-

‘Where the partiés agree, testimo sny can be
‘by affidavit without: opportunity for ‘cross-
exatitination (see § 1.672(¢)) or by stipulated testimony
o an agreed statement of facts (see § 1.672(0). '
' An - affidevic may be used only when a witness
agrees to sign the affidavit. If an individual refuses to
sign ‘an ‘sffidavit: or voluntarily. sppear at ‘a deposition
the party calling the witness’ will have to contpel at-
tendance: at . & i

U'S‘C. 21‘ . VLY ,,\‘.,\-.av,:
er-in-chief.

time which “will ‘be r _ ¢
vant to the conduct of the testimony. Following i
an order setting the times for discovery, taking “testi-
moay,-and: filing. the .record, and ;makingsuch other
rulings as may be necessary in the particular ‘case.
Former rule 37 CFR 1.287(s) required that a party

provide discovery by .serving, copies, of documents
and lists within s specified time before taking his testi-

mony. The essence of this requirement is carried -for-

ward in 37 CFR 1.673 where the testimony -of a‘wit-
ness is to be by depasition. If a witness! testimony will
be by. affidavit, prior service of documents and lists. is
not required, but copies of documents referred to in
the affidavit must be filed and served therewith, and

the opponent must be_given reasonable access.to. any
thing mentioned therein. 37 CFR 1.672(). ... .
2373 Notice of Examination of Witness [R-2] .

37 CFR 1.673 Notice of examination of witness. (a) A party elect-
ing to take testimony of & witness by deposition shall, after comply-
ing with paragraphs (b) and (g) of this section, file and serve a
single notice of deposition stating the time and place of each depo-
sition {0 be taken. Depositions may be noticed for a reasonable time

and place in the United States. Unless the parties agree in writing, a
deposition may not be noticed for any .other place without approvsl

of en examiner-in-chief (see § 1.684). The notice shall specify the
name and address of each witness and the general natare of the tes-
timony to be given by the witness. If the name of a witness is not
known, & general description sufficient to identify the witness or a
particuler class or group o which the witness belongs may be
given instead.
() Unless the pasties agree otherwise, 8 party shall serve, but not
file, ot least three days prior to the conference requised by pasa-
) of this section, if service is made by hand or “Eapress
Mail,” or at least ten days prior to the conference if service is made
by any other means, the following:

el pr 500 0 anEE 2373¢c
£1) 4, list angd copy of, document in,the party’s,possess
et B i e it i\ el Bt
Wﬁmmzix';<x preral L At unes Vet b N
(2) 4 dist of and a: profier of teawonable acecis 0 things in thé
pavty’s: posstision, custady, 6r comitol-and: upan which the' party
imtedids w0 rely Btiany deposition. . 0 0 Lo e o0 e
(c) A party shall not be permitted 10’ rely at any deposition oa
siny witness ot Tisted in the notice, or any document not served of

any thing ot Tisted as reguired by paragraph (6) of this section, (1)
unfess afl opponents agree in writing or on the vecord 1o permit the
pasty 1o rel i the witness, document, or thing or (2) except upon

a motion (§1.635) promptly filed which is accompanied by any
proposed notice.’ additional documents, 3¢ lists und’ which shows
sufficient cause why the notice, documents, or lists: were new servedd
in accordance with this section. X L C ey
(d) Each opposing party’shbll have 3 fulf opportunity to atiend' 3
deposition and. cross-examine. 1f an opposing party attends & deposi-
tion of & witness not:named in - notice and. cross-examines the: wit-
pess o fails. fo-object 10 the wking: of: the: deposition; the:opposing
party shall be deemed to have waived :gniy right ‘1o object 1o the
lack of propes notice:: R

et e i 5 thdivie

time. or:s0- nearly;at the same tize. that. reasonable op-
wravel from: one place :of deposition; to another Cannol
of deposiiion’ aiid “after complying
i 8 party shall have ai oral confer-

rice’ with all oppon feript to sree on a mutiially accepts:
ble time and place for conduciifig the deposition. A certificate ‘shall
appear: in, the mofice: stating that: the oral conference: took plece or
explaining why the conference could not be had. If the parties
cannot agree to & mutually acceptable place and time for conduct-
ing the depositipnat the cofiference, thie paties shall: confact #n ex-
aminer-in-chief who shall then designate the time and place for con-

ducting the depos

. _’ )A copy of the notice of .dépoﬁtibn shallbe attached to the
certified transcript of the deposition filed under § 1.676(a)..

_.Section 1.673 sets out how a deposition must be no-
ticed. A deposition can be noticed for-any reasonable
place in the United States. The extent to which par-
ties, witnesses, and attorneys or. agents have to travel
may -be considered in determining whether a place. is
reasonable. Prior (o serving a notice for a deposition,
a party is’required to" take two procedural steps.
Under § 1.673(b), a party is required to serve a copy
of the documents and a list of the things in its posses-
siofi, custody,’ and control upon which ii-intends to
rely. Under § 1.673(g), the party is required to have
an oral conference .(in person or by tclephone) with
all opponents to attempt to agree on a mutuvally ac-
ceptable time and place for taking the deposition. An
examiner-in-chief may sct the time and place if agree-
ment is not reached. A single notice listing all the wit-
nesses and the general nature of their expected testi-
mony is then served. Under § 1.673(c) and ‘except as
provided, a party can a0t rely on’ any. witness not
imentioned in the notice, any docwmnesit, not seived, or
any thing not listed. Under § 1.673(h). a-copy-of any
notice ‘must be attached 1o the cenified transcript of
each deposition filed, .. T T
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2374 Pessous Depositions Taken Before (B-3]

37 CER 1,674 Persous befora whom depesitions may be taben. ()
Withia the United Sistes or a lerritory or insueler pomusipn: of the
be tahen before an officer smtfioe.
i lsws of the nstes or of the

e

37 CFR 1.675 Examination of witmess, reading end signing tren-
sevipt of deposition. (a) Each witnen before giviag ea oral deponition

Mhqulylyvommd?ng‘mhwbylbeoﬁcumm

cbjection to-the proceeding shull be noted on’ the record by the of-
ficer: Evidence objected 10 shall be taken subject o any objection.

{&) Unless the parties agree in writing or waive reading sed sig-
nature by the witness on the record st the deposition, when the tes-
imoay has been transcribed @ tramscript of the deposition. shall be

resd by the wi

(1) sa affidavit in the presence of any notary or. (7) & decleration.
‘Section 1.675 ‘sets out how a: deposition is to be
2376 - Filing Transcript of Deposition [R-2]

37 CFR 1.676 Certification and filing by officer; marking exhibits.
(2) The officer shall prepare & certified transcript of the deposition
by sttaching to & transcript of the deposition a ¢opy of the notice
of deposition, sny exhibits to be snnexed to the certified tramseript,
and a certificate signed and sealed by the officer sad showing:

(1) The witness was duly sworn by the officer before com-
mencement of testimony by the witness. e

(2) The transcript is & true record of the testimony givea by

(3) The name of the person by whom the testimony was re-
corded and, if not recorded by the officer, whether the testimoay
was récorded in the presence of the officer.

{4) The presence or ebseace of eny opposing party. '

(5) The place where the deposition was taken ead the day and
hour when the deposition begen and ended. ‘

(6) The officer is aot disqualified under § 1.674.

(b) If the parties waived any of the requirements of paragraph (e)
(c) The officer shall note on the certificate the circumstances
under which s witness refuzes to sign a transcript.
(ﬂummwﬁaawmhwﬁﬁngamﬂwmd
at the deposition, the officer shafl securely scal the certified tran-
wﬁptinmenvelopeendmtedwiththe‘uyleofthemfame
(e.g., Smith v. Jones), the interference numiber, the name of the wit-
ness, and (he date of sealing and chall promptly forwesd the enve-
bpewBOXlNTERFERBNCEComHomdwm
Trademarks, Washington, D.C. ]
duced for inspection during the examination of s witness, shall,
upoareqwtofupmy,bemukedforidcuﬁﬁaﬁonaqdmem
o the ceiled s, sty b iepected 130 ot
pasty, encept i person ucing :
deﬁawmdnﬂwm,mepetwnmy(l)oﬁ_‘erwmw.bemked
for identification and annexed to the certified tramscript 2ad to
serve thereafier as originals if the person affords to all perties fair

g g EThE
; BB
»rckwiil : | 1

s s0d then signed by the witness n the form of

jnels to: e serked (foi: idestiflcation; ‘afher

by & opportusity 40 isspect end copy, them, jn
wmw may be used in, ¢ 2
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‘or thing
toeing onnesed -
.an the
 by. the offices and forw :
Section 1.676 sets out. how a court reporter, should
prepare and file 8 certified tramscript of s, deposition.
Section 1.676{d) sets out how- exhibits .are to, be
itions, and

filed. Provisions similar to those of Rule 30(0)(1) (A)
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be followed by its answer..

R-2]

37 CFR 1,678 Transiript of deposition must be fl

, s 7 : Unl other-
deposition must be filed in the Patént ahd Tradedtark: Office withii
45 days from the date of the deposition. It & pesty refutes to file o
certified transcript, the examiner-in-chief or the Board may take ap-
propriste action under § 1.616. If a party refuses to file a certified
transcript, any opponent may fiove for leave to file the certified
transciipt and include a copy of the transcript as part of the oppo-
mt'lM“ o T n R AEEUIUR P

Under § 1.678, a transcript of a deposition must be
filed in the PTO within 45 days of the date of the
deposition. o o
2379 Imspection of Transcript [R=2] "

37 CFR 1.679 Inspection of transcript. A cettified transcript filed
in the Patent snd Trademark Office may be inspected by any party.
The certified tramscript may not be removed from the Patent and
Trademark Office for printing (§ 1.653(g)) unless authorized by an
exsminer-in-chief upon such terms ss may be appropriate. .
2382[R01flcill Records and Printed Publications

-2

37 CER 1.682 Official vecords and printed publications. (a) A party
may introduce into evidence, if otherwise admisaible, any official
vecord or printed publication not identified on the record during
the taking of testimony of a witness, by filing a notice offering the
official record or publication into evidence. If the evidence refates
to the party’s case-in-chief, the notice shell be filed prior to close of
testimony of the party's case-in-chief. If the evidence relates to re-
buttal, the notice shall be filed prior to the close of testimony of the
party's cese-in-rebuttal. The notice shall (1) identify the official
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by ofim printed’ mwnou @ ﬁnmw

Section 1. 682 seuoat hiowa: purty mymtmduce in
evidence, if otherwise admissible, official records. or
prmted publications. When a notice is served, a. party.
is also required to serve (but not file). copies of the of-

ficial records and printed. jpublications. Any. objection
tothenotweoctotheadmuabdnyofanyofﬁcul
record: or’ pubhcatlon must_beﬁled thhm 15 days of

record or pnnted.publlmnon must,

ke other hand,

pr ¢ ; : p Py N
éxhibit duFing tesmnbn “When this littef ©
followexf iitheré is no need to take advantsge: of th&-

,CFR l‘.683 'Tmouy i amothéer: inte
O8N, toscloseot‘apartyssppwpmtetaumonypenod
b S %

involving: the satme- ‘parties, subject’ to. such conditivas as' may. be
deemed, appropuiate- by..an examiner-in-chief, - The . motion _shall

specify with pattlculanty the exzct mumony to be used and shall‘

demonstrate its relevance.
'(b) ‘Any objection to.the admissibility of the testimony of thie wit-
nelsslul!bermdemanopposmmwtbemouon.Seealso

§1656(h)

Section 1. 683 sets out how a party may use testlmo-
ny from another interference or proceedmg

2384 Testnnony ina Forengn Country [R-Z]

37 CFR 1684 Tesnmany in a _fbmgn counrry (2) An exammer-m-
cluef may authonze ‘testimony, of a witnéss 10 be takcn in a foreign
country, A party. seekmg to take testimony in 2 foreign country
shall, prior to. the close of the party’s appropriate testimony period
or within such time as may be set by an examiner-in-chief, file a
motion (§ 1.635):

(1) Naming the witness.

@ Describing the particular facts to which it is expected that
the witness will (estify.

(3) Stating the grounds on which the moving party believes that
the witness will so testify.

- (4) Demonstrating that the expected testimony is relevant.

-(5) Demonstrating that the tesumony cannot be taken in this
country st all or cannot be taken in this country without hardship
to the moving party greatly exceeding the hardship to which ail
opposing pesties will be exposed by the taking of the tesumony ina
foreign country.
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under (e :lgws of the, forengn conmry where

Secnon 1. 684 sets out how a party may take t&itl—
mony in a foreign country.

Section 1.684 does not apply to cross»exammatwn
If 2 party. submits . an affidavit under § 1.672(b) or in-
tends . to rely .on .an affidavit under § 1.617(e), the
party must make the affiant. available for cross-exami-
nation at a deposition.: See §1.673(e).. A deposition
may be noticed only “for a reasonable time and place

in the United States.” See § 1.673(a). Accordingly, it
is ‘not expected that § 1. 684(a) will be .used to cross-
examine affiants residing in- foreign countries. The
party filing the affidavit -will be required to make the
affiant available: for cross-examination in the United
States.

2385 Errors in Depoaition [R-Z]

37 CFR 1.685 Errors and :rregulamm in depositions. () An error
in & notice for taking & deposmon is waived unless a motion
(8 1.635) to quash the notice is filed a5 soon as the error is, or could
have been, discovered.

(®) An objection to a qual:ﬁcmon of an officer taking a deposi-
tion is waived unless:

(I)Theobjecumumadeonthereeofdofﬁwdepmm
before & witness begias (o testify.
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snd answers, any oath or sffimation, of conduc
the deposition s waived ualess an objection

at the deposition stating the specific grotind of objéction. Any ob-
jéction which & party wishés considered by the Board at fias] hear-
ing shiall be included in & motion 0 suppress uindér §1.656(h).

" (e) Nothing In this section peectudes taking notice of plain errors
iffecting substantial'rights sithough f were not brought to_ the
atteation of an examiner-in-chief or the Board. ity $fatt e

p i

Section 1.68 sets out how objections during. the
taking of depositions must be raised: Under § 1.683(a),
2 exvor in 5 notice of depoition is waived: unles &

waived unless (1) the objection:is-noted o -the record

of the deposition before a: witness'beging: tostestify or
(2) if discovered-after thie‘depoition; & motion to Sap-
ess s filed as dooni as the objection is; of Have

the error is, or could hav
§ 1.685(d), any objection on the ments t
bility of evidence: (e.g., under the Federal.
Evidence) is waived unless:an objection: is-
the record at’ the ~deposition stating ' the specific
ground of objection. Ofién objections are cured by
subsequent testimony. Accordingly, . any. objection
which a party wants the Board to consider at final
hearing must also be made the subject of a motion
Ilﬂder § 1656(11) E RS PRI F RAF L TS B SRS A A
 Section 1:685(d) r

! uires an‘objection’to be stated
on the record.” An objection to'the ‘admissibility of
evidence must bé stated on the record and a motion
under §1:656(h) renewing the objection at final hear-
ing must be filed. No longer will'a party be permitted
to attend a deposition and fail to enter an objection
only to raise the objection at final hearing.~ ~ ~ '

" A single examiner-in-chief may rule on admissibility
of evidence “where appropriate’” :and ‘in “unusual”
circumstances. There are times during interferences
where a motion in limine can be helpful. For example,
a junior party during its case-in-chief may wish to ex-
amine a witness on a document which was not served
as required by § 1.673(bX(1). The senior party objects
and realizes that if the junior party is permitted to ex-
amine the witness on the document, extensive cross-
examination using numerous documents would be
necessary. In order to avoid wasting. considerable
time, the parties could contact the examiner-in-chief
by phone for a determination in limine on whether the
junior party should be able to examine the witness on

an order excluding the documes evidence. The
order would be subject to. a. request. for. reconsider-
aﬁqn«z&e;&:l;ﬂﬂ(c).zmdinuﬂy. however, it would be
expected that parties would present evidence subject
to objection. Sée § 1.675(c), last sentence. It is not en-
rule on the sdmissibility of evidence. .
2387 . Mﬁoul Discovery [R=2]

" 37°CER 1687 Additional Discovery. (s) A party is not entitled to

discovery encept as authorized in this ‘

(8) Where appropriate, a party sy obtaia producition of doce-
mients imd things durifig cioss-examination of an opponent’s witheis
or duzitng the testimony. period of the peny’s case-in-rebuttel. .-
() Upot’ & motion (§ 1.63%) brought by a party within the time
set by ea examiner-in-chief under § 1.651 or thereafter 25 autherized
by §1.645 and upon a showing that the interest of justice 40 re-
miatiers wader the ‘coiitrol of & paity Within:thie stope of the Feder-

covery. , RICEIN IO S ot A
 Additional discovery obtained under a_protective
order issueéd by either the PTO or a district court will
not be admitted in evidence in-thé PTO i determin-
ingthe interference. All evidence submitted in en in-
terference must’be maie available to the public under
the provisions of § 1.11(2). Accordingly, any protec-
tive orders have to be, vacated before a document
could: be admitted -in evidence in:the-PTO which is
subject 10 a-protective order. The following ‘example
illustrates how the practice would work. =
. Example. An - interfesence - involves -party X and pesty- Y.
. During the intesference, party X files a motion for additional dis-
covery under §1.687(c) asking thst party Y be reguired t0
produce certain documents. Party, Y opposes on the sole ground
that the documents contain trade secret and confidential informa-
tion. Party Y -indicates that it has no objection to producing the
documents for inspection by counsel for party X, but insists that
party X ot be'perinitted 1o inspect the docusheats: Accordingly,
party Y asks the examiner-in-chief to suthorize the discovery eub-
ject to entry of a protective order. Party Y argues, however, thet
the sanctions of §1.616 are not sufficieat in the event of @ viols-
tion of the protective order.. An examiner-in-chief concludes that
additional discovery shotld be ordered, that & protective order is
appropriste, and that the sanctions of § 1.616 are not sufficient in
the event of a violation of the protective order. Under the cis-
cumstances, the examiner-in-chiel would enter an order directing
party Y to produce the documents for inspection by counsel of
party X on the condition that party X seek production of the
documents by a subpoena duces tecum under 35 US.C. 4. Upon
issugnce of any subpoena, party Y could move the district court
for entry of a protective order. If the district court enters the
protective order, perty Y can produce the documents o counsel
for party X. If the protective order of the examiner-in-chief is
violated, an appropriste sanction up to end including judgment
may be entered by the Board. In eddition, party Y would be in 2
position to seek contempt or other sanctions in the district coust.
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2388 Une of Discovery [R-2]

37 CFR 1.688 Use of Discovery. (8) If otherwize adamisnible o perty
may introduce iato evidence, an answer (o & writies reguest for an
sdmission or en smewer (o 8 written intervogmory obitained by dis-
covery vader § 1.687 by filing & copy of the reguent for edmission
or the written intervogatory and the emwer. If te caswer relates

party’s cese-in-chief, the snswer chall be filed prior to the
«mdummumemumm
peciy's vebuital, the aduminion or asswer shell be filed pelor o
close of wetimony of the pasty's case-in-rebuttal. Unless otherwise
ordered by en esaminerin-chief, eny writien objection to the ad-
Mydmmwbe&hdwmwdaysdmmof

@)AMMmmmmymmew&-
covery uniess it s introduced into evidemce under this subpart.

Sectioa 1.688 sets out how a party can introduce
into evidence admissions and answers to interrogato-
ries cbtained as a result of additional discovery.
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