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301 Animbimyonmummmm

35 USC 261. Ownership; assignment. Subject 16 the provisions of
this title, patents shall have the atiributes of personal property.

App!kmiomfmpmt.pmuu.ormymmmammﬂbe
ssgigrable in law by ¢a instrement i writing. The applicant, peten-
tee, or his pesigns or legal regresentatives may in like manner grant
lndmveyuexclmvextgmundethnawmnonformt.m
pateats, to the whole or any spe } part of the United States. "

& certificate of scknowledgment under the hand and official sesl
of & person authorized to sdminister oaths within the United States,
or.ll‘ll('omgncoumry.ofad::plomatxcoroonsularoﬁt:etoftlne
United States or s ‘ fized t0' administer’ vaths whose
authiority 1 proved by s certificite of ‘s diplomatic or consler offi-
cer of the United States, or apostille of en.officisl designated by &
foreign country which, by treaty or convention, accords kike effect
to apostiiles of designsted officisls i’ the United States, shall be
mmmdmemofmmpmt,mtm
canveyance of a patest or spplication for patent.

Anm:gnnnnt,morcmveyancesbaﬂbevoﬂuagnnstmy
subséquent purchsser or mortgagee for velusble consideration,
without notice, ualess it is recorded in the Patent and Trademark
Ol’ﬁeewilhiathmemonthsfmmmdateorpnortothednteof
such su purchase or

350&6262.Jamtmmlntbcabsenceofanyww
the contrary, each of themt owners of a patent may make, use or
sell the patented invention without the consent of and without ac-
counting o the other owners.

37 CER 1.331. Recording of assignments. () Assignments, includ-
mggunumdconveyanca.ofpatcnu, national applications, or in-
ternational applications which designate the United States of Amer-
ica, will be recorded in the Patent and Trademark Office under 35
U.8.C. 261. Other instruments affecting title to & patent, 2 national
application, or an internstions] application which designates the
UnitedSmwofAmeﬁu.mdlicew,eventhoughthcreeording
theseof may not serve es comstructive notice under 35 U.S.C. 261,
wxllbereoordedupmvndedmthsssecuonormtheducmmnof
the Commissioner. Any instrument to be recorded, except those
ungeer7ofthmmle,mmbeaccompmledbythefeemfoﬂh
in § 1.21(h).

(b) No instrument will be recorded which is not in the Eaglish
language and which does aot amount to an assignment, grast, mort-
gage, lien, incumbrance, or license, or which does not affect the
title of the patent or invention to which it relstes, and which does
not identify the patent or application to which it relates. except as
ordered by the Commissioner.

(c) An instrument relating to a patent should identify the patent
by number and date (the name of the inventor and title of the ia-
vention as stated in the patent should also be given); an instrument
relating to 2 nationsl spplication, or an international
which designates the United States of America should identify the
spplication by serial number or international application number
and date of filing (the name of the inventor and title of the inven-
tion &s stated in the application should also be given) but if an as-
sigament is execufed concusrently with or subsequent to the esecu-
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tion of the spplication but before the application i filed or before

its serial number or internationsl mwmumcme
are sscerigined, it should edequetely idemily the applicetion, a8 by
its date of execution end name of the wventor snd dtle of the in-
v«moc.wtmm«nbenow-nthepmmwm
tion intended.

37 CPR 1.333. Conditional

the Office are regarded as absolute suigmments for Office purposes
until cancelied with the written comsemt of both perties or by the
decree of 8 competent court. The Office hes no means for deter-
mmnswhethermbeondmouhvebeafdﬁned

301,08 Accessibility of Ansime_nt Records

37 CFR 1.12. Assignment records opes s public inspection.

(a) The assignment records, relating to original or reissue patents,
including digests and indexes, snd essigmement records relating to
pending or sbandoned trademark spplications snd to tredemark
registrations are open to public inspection and copics of any instru-
memmordedmybecbumedupoare@enmdpaymmoﬂhe
fee set forth in § 1.19(a)(5). =

(b)Amgnmentrewrd&dMndndexu,relanngtomy
pending’ or ‘sbandoned  patent spplicatioa are not avsilable to the
public. Copies of any such sssigrment records end information with
respectthemtoshallbeobtumblemlywonwmtenmhomyof
the spplicant or apphcant's assignes OF attoMmey OF agent OF Upon &
showisg that the'’ ‘pérgon - secking sich isformation is-a bona fide
progpective or actual purchaser, mortgsgee, or licensee of auch ap-
plication, unless i shall be necessary o the proper conduct of busi-
ness before the Office or as provided by these rules.

(c) Any request by a meniber of the public seeking copies of any

assignment records of shy pending or shemdoned patent application
preserved in secrecy under § 1.14, or mmy iformstion with respect
thereto, m(l)bemmefomdapanmmompmwdbythe
petition fee set forth in § 1.17() or () imclude writien authority
grannngwoustothememberofthepubhctothepamcuhru-
signment records from the applicant or epplicant’s assignee for at-
torney. or agent of record.

(&) An order for &.copy of an assigament should give the identifi-
cation of the record. If identified only by the name of the patentee
and number of the patent, or in the case of a trademark registration
by the name of the registrant and number of the registration, or by
name of the applicant and serial number or internstional application
number of the application, an eniva charge as set forth in § 1.21(0)
wﬂlbemndeforthenmeconnmedmmkmsnmrchfmsuch
assignment.

Assignments relating to applications for registration
of trademarks are open to public inspection.

The Office will not open certain parts only of an
assignment document to public inspection. If such a
document contgins two or more items, any one of
which, if alone, would be open to such inspection,
then the entire document will be open. Thus, if an as-
signment covers either a trademark or a patent in ad-
dition to one or more patent applications, it will be
available to the public ab initio; and if it covers a
number of patent applications, it will be so available
as soon as any one of them is patented. Assignments
relating only to one or more pending applications for
patent will not be open to public inspection.

If the application on which a patent was granted is
a division or continuation of an earlier case, the as-
slgnment records of that case will be open to pubhc
inspection; similar situations involving continuation-in



J?CFRI”AWM Aunignments ere recorded i
and then transmitted with the

rocovding.
regular order s promptly es pouible,
date sad identification of the record stamped thereon 1o the persons
eniitied to them. The dute of recced is the date of the receipt of die
ansigoment ot \he Office ia proper form and eccompenied by the
fee set forth in § 1.20(b).

The Patent and Trademark Office will sccept and
record legible certified copies of original assignments
or other instruments.

The certified copy, if not in the English language,
will not be recorded unless accompanied by a transla-
tion signed by the transiator.

Certification shall be to the fact that the instrument
submitted is a true copy of the original and shall be
made by a notary public or, if in a foreign country,
by a consular officer of the United States or an officer
authorized to administer oaths -and authenticated by a
consular officer of the United Stateés. Certification
mayalsobemademtheformofadechmﬂon(37
CFR168) '

303 EndouingAuiMonPendingApﬂm-

Cemﬁed copies of patent applications as filed, do
not include an indication of assignments. Applicants
desiring an indication of assignments of record should
request separately certified copies of assignment docu-
ments and submit the fees reguired by 37 CFR
1.19(b)1) and (2).

When the determination of the assignment condi-
tion of an application is significant, as in the factual
situations represented by §§ 304 and 305, or when for-
warding a form PTO-850 to the Board of Patent In-
terferences, it is necessary to submit the application to
the Assignment Division for a title report.

304 Conflicting Subject Matter in Two Applica-
tions of Same Inventor, One of Which Is As-
signed

Where applicant has pending two applications with
overlapping subject matter claimed therein, and as-
ugns one of the apphcauom in its entirety, which ae-
signment is duly recorded in the Patent and Trade-
mark Office, the assigned application at once may
become a reference against the second application for
all common subject matter disclosed, irrespective of
the dates of filing of the two apvlications, and also of
any subsequent assignment of the second case to an-
other assignee.

Use Form Paragraph 3.0l. in conflicting subject
matter situations.

3.01 Conflicting Subject Matter in two Applications of Same Fnventor,

one of Which Is Assigned

This epplication has overlapping subject matter with that of sp-

pacae’s copending apphcmon serisl number [1]. Since en assign-
memonhecopeudmz has been recorded in the Patent
end Trademark Office, applicent is advised that the copending ap-
plication is congidered 8 reference agninst the instent application for

G g, i d‘gen
of thess two applications, end elsc of any subsequent assignment of
MW»WMW SMMPEPJO‘ ;

Examiner Note: i
is aot

mmmmmmm
udmuaw-mww«mau the co-
Mﬂlw s mude st the ex-

wmmhmmm-wmm
rejection i made.

305 Different Inventors, Common Ownership

Where there is & common assignee of two or more

applicstions by different inventors involving conflict-
ing subject matter see § 804.03. Note, that in order to
reject on the grounds of double patenting the cases
must have the same inventive entity. See § 804.

305.02 Clalmed Subject Matter the Same or Not
Patentably Different

Where the applications by different inventors but of
commonownenhmclumthesamesubjwtmntetor
subject matter thet is not patentsbly different, quw
tions of interference therebetween and with third par
ties are handled as mdxcated in §§80403 and
1101.01(b).

306 Assignment of Division, Conﬁnution, Sub-
stitute and Oontinuation-m-Part in Relation
- to Parent Case - «

In the case of 2 eontinuation-in-pan, a prior assign-
mentofthcongmalapplwatmnlsnotapphedtothe
continuation-in-pert application because the assign-
ment of the original application gives the assignee
only the subject matter common to both applications.
Continuation-in-part applications require separate ss-
signments if they are to be issued to an assignee.

The front page of the printed patent includes all
identifying paremt data of continuation-in-part, con-
tinuation, divisional, and reissue applications. It
should be noted, however, that inclusion of this infor-
mation does not nmecessarily indicate that the claims
are entitled to the benefit of the earlier filing date.

The Assignment Division has discontinued mailing
notification in cases where there is a conflict in as-
signment between an original application and its divi-
sional, continuation, substitute, or continuation-in-part
application. Where there are conflicting assign'ments,
the patent will normally issue to the applicant.

307 lIssue to Assignee

35 US.C. 152 Issme of patent to assignee. Patents may be granted
to the amignee of the inventor of record in the Patent and Trade-
mark Office, upon the applicstion made and the specification sworn
to by the inventor, except as otherwise provided in this title.

37 CFR 1.334. Issue of patent to assignee. (8) In cese of an assign.
ment of the entire interest in the invention and application, or of
the entire interest in the pateat to be granted, the patent will nor-
mally issue to the sewigaee. If the assignee should hold an undivided
part interest, the patent will normally issue jointly to the inventor
and the assignee. If it is desired that the patent so issue, the assign-
ment in either case must first bave been recorded, end at s day not
later than the date payment is made of the issue fee.

() At the time of payment of the issue fee, o siatement must be
farnished indicating whether or not an sssignment hes been filed
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with . Pasent sad Tredemark Office. In the event oe sssignment
Mt Yo (B0, such slatement must laclede (e come ol sddrom of
e savigmes end indicate whether or eat an sckeowledgment of a
reiadud ewigament has been recslved from the Petent end Trede-
manl Offics..

&) 1 D eusignment is recoeded sftar the dats of peyment of the
i fon, the sudgnee mey petition that the patent lnme o the s
Gignee W vesovded. Any tuch petition mum be scosmpanied by the
fee set forth in § 1.17().

For the patent to normally issue to an assignee, the
assigement must be recorded in the Patent and Trade-
magk Office at a date not later than the dasy oa which
the issue fee is paid.

Ouly the first appearing name of an assignee will be
printed oan the patent where multiple names for the
same party are identified on the Issue Fee Transmitial
forew, PTOL-85b. Such multiple names may occur
whea both a legal name and an “also known as” or
“doing business as” name is also included. This print-
ing practice will not, however, affect the existing
practice of recording assignments with the Office in
the Assignment Division. The assignee entry on form
PTOL-85b should still be completed to indicate the
assignment data as recorded in the Office. For exam-
ple, the assignment filed in the Office and therefore
the PTOL-85b assignee entry might read “Smith
Company doing business as (d.b.a.) Jones Company.”

The assignee entry on the printed patent will read
“Smith Company.”

Irrespective of whether the assignee participates in
the prosecution of the application, the patent issues to
:_he assignee if so indicated on the Issue Fee payment

orm.

38 Notice of Allowance Where Application Is

Assigned

The Issue Fee Transmittal Form portion (PTOL-
85b) of the Notice of Allowance provides a space
(item 2) for assignment data which should be complet-
ed in order to comply with 37 CFR 1.334. Unless an
assignee’s name and address are identified in item 2 of
the Issue Fee Transmittal Form PTOL-85b, the
patent will issue to the applicant. Assignment data
printed on the patent will be based solely on the in-
formation so supplied.

A request for correction of error arising from in-
complete or erroneous information furnished in item 2
of PTOL-85b will not be granted as a matter of
course and will be subject to adherence to sll the re-
quirements of 37 CFR 1.323.

309 Restrictions Upon Employees of Patent and
Trademark Office

385 U.S.C € Restrictions on officers and employees as to interest in
patents. Officers and employees of the Patent and Trademark Office
shall be incapable, during the period of their appointments and for
onie year thereafter, of applying for a patent and of acquiring, di-
ra=ctly or imdirectly, except by inheritance or beguest, any patent or
e1y tight or interest in sny patent, issued or to be issued by the
Office. In petents applied for thereafter they shall not be entitled to
any priority date esrlier than one year after the termination of their

sppointment.

310 Licemse Righte to
tions Made - Um anyw R@
gearch and Development
Where & Government contractor retsins U.S. do-
mestic patent rights, the contractor is required to in-
clude the following statement at the beginning of the
application and any patents issued thereon:

“The U.S. Government has a paid-up license in
this invention and the right in limited circum-
stances to require the patent owner to license
others on reasonable terms ss provided for by the
terms of contract No. (or Grant No.) awarded by
(Agency).”

If reference is made in the first sentence of the ap-
plication to prior copending applicstions of the appli-
cant, such prior applications must be referred to in
the first sentence of the specification (37 CFR 1.78(a)
and §201.11), in this case the required “License
Rights™ statement should follow immediately as the
second paragraph of the specification.

If there is no reference to an earlier application, the
reguired “License Rights” statement should appear as
the first paragraph of the specification.

311 Filing of Notice of Arbitration Awards

35 US.C. 294, Voluntary arbitration.

(a) A comtract involving a patent or amy right under a patent
may contain a provision requiring arbitration of any dispute relating
to patent validity or infringement arising under the contract. In the
absence of such a provision, the parties to an existing patent valid-
ity or infringement dispute may agree in writing to settle such dis-
pute by arbitrstion. Any such provision or agreement shall be valid,
irrevocsble, and enfrrcesble, except for any grounds that exist at
law or in equity for revocation of a contract.

(b) Arbitration of such disputes, awards by arbitrators and confir-
mation of awards shall be governed by title 9, United States Code,
to the extent such title is not inconsistent with this section. In any
such arbitration proceeding, the defenses provided for under sec-
tion 262 of this title shall be considered by the arbitrator if raised
by any party to the proceeding.

(c) An award by an arbitrator shall be final and binding between
the parties 1o the arbitration but shall have no force or effect on
any other person. The parties t0 an arbitration may agree that in
the event a patent which is the subject matter of an award is subse-
quently determined to be invalid or unenforceable in a judgment
rendered by a court to competent jurisdiction from which no
appeal can or has been taken, such award may be modified by any
court of competent jurisdiction upon epplication by any party to
the arbitration. Any such modification shall govern the rights and
cbligations between such parties from the date of such modifica-
tion.

(d) When en award is msde by an arbitrator, the patentee, his as-
signee or licensee shall give notice thereof in writing to the Com-
missioner. There shall be a separate notice prepared for each patent
involved in such proceeding. Such notice shall set forth the names
and addresses of the parties, the name of the imventor, and the
name of the patent owner, shall designate the number of the patent,
and shall contain a copy of the award. I¥ an award is modified by a
court, the party requesting such modification shall give notice of
such modification to the Commissioner. The Commissioner shall,
upon receipt of either notice, enter the same in the record of the
prosecution of such patent. If the required notice is not filed with
the Commissioner, any party to the proceeding may provide such
notice to the Commissioner.

{e) The award shall be unenforceable until the notice required by
subsection (d) is received by the Commissioner.
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811 MANUAL OF PATENT EXAMINING PROCEDURE

37 CFR 1,335, Mﬂud‘md'mm

mmmammuumwwss
Usc mmummmmuwomw:u
the patentee’s smigeee or licemsve. If the awerd in-
vdmmthaommnmmmmbeﬂkdf«
mmmmmmm
of the lavemtor end patest owner, &nd
themmdaddmohhepnﬂsbﬂnubﬁuﬁm The notice
must elso include & copy of the sward.

() If en awesd by an ezbitrssor pursesnt ¢o 35 US.C. 294 is
modified by a court, the party requestiag the modification must file
mthchmdeudemnkOﬁee.amofﬂwmodnﬁcmon
for placement in the file of each pateast to which the modification
applies. The notice must set forth the patent number, the names of

E

the inventor sed paest owner, tnd the names and eddieemes of the
wbmmmwmmamd
the court’s ceder modifying the sward,

(e)mmwnubmmwssuac ZﬂM

be unenforcesble until any actices required by peragraph (8) or (b)
of this section are filed i the Patent end Trademark Oflice. If eny
raguired notice i aot filed by the pesty designated in paregreph (o)
or (b) of this section, eay perty to the erbitzation proceeding may
file such & notice.

The written notices required by this section should
be directed to the attention of the Office of the Solici-
tor, which Office will be responsible for processing of
such notices.






