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601 Content of Application

35 U.S.C 111 Application for patent. Application for patent shall
be mede, or avthorized to be made, by the inventor, except 28 oth-
erwise provided in this title, in writing to the Commissioner. Such
spplication shall include (1) a specification as prescribed by section
112 of this title; (2) a drawing as prescribed by section 113 of this
title; and (3) an oath by the spplicant e prescribed by section 113
of this title. The application must be sccompanied by the fee re-
quired by law. The fee and osth may be submitied sfter the specifi-
cation and any reguired drawing are submitted, within such period
and under such conditions, including the payment of a surcharge, @
niay be prescribed by the Commissioner. Upoa feilure to submit the
fee and cath within such prescribed pericd, the application shall be
regarded as abandoned, unless it is shown to the satisfaction of the
Commissioner that the delay in submitting the fee and oath was un-
gvoidable. The filing date of an spplication shall be the date om
which the specification and any requived drawing are received in
the Patent and Trademeark Office.

37 CFR 1.5). General requisites of an application. (2) Applications
for patents must be made to the Commissioner of Patents and
Trademarks. A complete application comprises:

(1) A specification, including a claimm or claims, see §§1.71 to
L.77.

(2) An oath or declaration, see §§ 1.63 and 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.88.

(4) The prescribed filing fee, see § 1.16.

() Applicants are encoursged to file an information disclosure
statement. See §§ 1.97 through 1.99.

(c) Applicants may desire and are permiited to file with, or in,
the spplication an authorization to charge, &t any time during the
pendency of the application, any fees required under any of §f 1.16
to 1.18 to a deposit account established and maintsined in sccord-
ance with § 1.25.
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The following guidelines illustrate the preferred
layout and content of patent applications. These
guidelines are suggested for the applicant’s use. _

Arrangement and Contents of the Specification

The following order of arrangement is preferable in
framing the specification and, except for the title of
the invention, each of the lettered items should be
preceded by the headings indicated.

(a) Title of the Invention.

(l;) Cross-References to Related Applications (f
any).

(c) Statement as to rights to inventions made under
Fed)erally-aponsored research and development @f
any

(d) Background of the Invention.

1. Field of the Invention. :

2. Description of related art mcludmg mformauon
disclosed under §§ 1.97-1.99. )

(¢) Summary of the Inventxon ‘

(f) Brief Description of the Drawing. =

() Description of the Preferred Embodlment(s)

(k) Claim(s).

(i) Abstract of the Dlsciosure.

Content

(a) Title of the Invention: (See § 1.72(a).) The title of
the invention should be placed at the top of the first
page of the specification. It should be brief but techni-
cally accurate and descriptive preferably from two to
seven words.

(b) Cross-References to ReIated Apphcattons. (See 37
CFR 1.78 and § 201.11.) :

(c) Statement as to rights to inventions made under
Federally sponsored research and development (if any):
(See § 310).

(&) Background of the Invention: The specification
should set forth the Background of the Invention in
two paris:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This state-
ment may include a paraphrasing of the applica-
ble U.S. patent classification definitions. The
statement should be directed to the subject
matter of the claimed inveation. This item may
also be titled “Technical Field”.

(2) Description of the related art including informa-
tion disclosed under §§ 1.97-1.99: A paragraph(s)
describing to the extent practical the information
known to the applicant, including references to
specific documents where appropriate. Where ap-
plicable, the problems involved in the informa-
tion disclosed which are solved by the applicant’s
invention, should be indicated. This item may
also be titled “Background Information”.

(e) Summary of the Invention: A brief summary or
general statement of the invention as set forth in
§ 1.73. The summary is separate and distinct from the
abstract and is directed toward the invention rather

pomt om the advas;uges/of the mvcntmn or how it

solvespmb&emsprevmmlyexmtemmthem(md
preferably indicated in the Background of the Inven-
tion). In chemical cases it should point out in general
terms the utility of the invention. If possible, the
pature and gist of the inventiom or the inventive con-
cept should be set forth. Objects of the invention
should be treated briefly and only to the extent that
they contribute to an un ing of the invention.
This item may also be titled “Disclosure of Inven-
tion".

() Brief Description of the Drawing(s): A reference
to and brief description of the drawing(s) as set forth
in§1.74. .

(g) Description of the Prefermd Embodiment(s): A
description of the preferred embodiment(s) of the in-
vention as required in § 1.71. The description should
be as short and specific as is necessary to adequately
and accurately describe the inveation. This ilem may
also be titled “Best Mode for Carrying Out the Inven-
tion™.

Where elements or groups of elemenxs, oompounds,
and processes, which are conventional and -generally
mdely known in the field to which the invention per-
tains, form a part of the invention described and their
exact mature or type is mot mecessary for an under-
standmg and use of the invention by a person skilled
in the art, they should not be described in detail.
However, where particularly complicated subject
matter is involved or where the elements, compounds,
or processes may not be commonly or widely known
in the field, the specification should refer to another
patent or readily available publication which ade-
quately describes the subject matter.

(h) Claim(s): (See 37 CFR 1.75) A claim may be
typed with the various elements subdivided in para-
graph form. There may be plural indentations to fur-
ther segregate subcombinations or related steps.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may
be used in conjunction with the recitation of the same
element or group of elements in the claims. The refer-
ence characters, however, should be enclosed within
parentheses so as to avoid confusion with other num-
bers or characters which may appear in the claims.
The use of reference characters is to be considered as
having no effect on the scope of the claims.

Claims should preferably be arranged in order of
scope so that the first claim presented is the broadest.
Where separate species are claimed, the claims of like
species should be grouped together where possible
and physically separated by drawing a line between
claims or groups of claims. (Both of these provisions
may not be practical or possible where several species
claims depend from the same generic claim.} Similar-
ly, product and process claims should be separately
grouped. Such arrangements are for the purpose of fa-
cilitating classification and examination.

The form of claim required in 37 CFR 1.75(¢) is
particularly adapted for the description of improve-
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mmeypemventxom ltulobeoonsid«edacombi-
uﬁoamalmandshouldbemwﬂhthiswt
mn

In drafting claims in ‘accordance with 37 CFR
1.75(e), the preamble is to be considered to positively
mdchaﬂyincludeallthemtsorstepsrmted
therein as a part of the clsimed combination.

@) Abstraet of the Disclosure: (Seé¢ 37 CFR 1.72(b)
and § 608.01(b).) '

Qath or Declaration

(See 37 CFR 1.63, 1.68, 1.69 and 1.70.) Where one
of more previously filed foreign applications are cited
or mentioned .in the oath or declaration, complete
identifying data, including the application or serial
number as well as the country and date of ﬁlmg,
should be provided.

THE APPLICATION

The spectﬁcatlon must be filed or translated into
the English language and must be Icgibly typewritten,
written or printed in permanent ink or its eqmvalent
in quality. See 37 CFR 1.52 and § 608.01.

The parts of the apphcauon may be mcluded ina
smgle document. =

Determination of complctene&s of an appllcatlon is
covered in '§ 506.

The: speclﬁcatnon and oath or declaration are se-
cured together in a file wrapper, bearing appropriate
identifying data mcludmg the scnal number and filing
date (§ 717). -

Division applications § 201.06.

Coatinuation applications § 201.07.

Reissue applications § 1401.

Design applications, Chapter 1500.

Plant applications, Chapter 1600.

A model, exhibit or specimen is not required as part
of the application as filed, although it may be required
in the prosecution of the application (§§ 1. 9!-1 93,
608.03).

37 CER 1.59. Papers of application with filing dote not to be re-
turned. Papers in an applicstion which has received a filing date
pursuant to § 1.53 will not be returned for any purpose whatever. If

applicants have not preserved copies of the papers, the Office will
furnish copies at the usual cost.

See, however, § 604.04(a).

The Patent and Trademark Office has initiated a
program for expediting newly filed application papers
through pre-examination steps. This program requires
the cooperation of applicants in order to attain the de-
sired result—a reduction in processing time.

Therefore, all applicants are requested to include a
preliminary classification on newly filed patent appli-
cations. The preliminary classification, preferably
class and subclass designations, should be identified in
the upper right-hand corner of the letter of transmittal
accompanying the application papers, for example
“Proposed class 2, subclass 129.”

This program is voluntary and the classification
submitted will be accepted as advisory in nature. The

ﬁnﬂckumdmclmmgnmemmmmerupm
sibility of the Office. _

60101 Cemplete Application

37 CPR 1.53° Sevial number, filing date, and completion of applica-
() spplication for a t geceived in the Patent and

rw}tmwmuwmmmmmm

purposes.
() The filing date of en application for patent is the date on
which: (1) A specification containing & description pursusat to
§ 1.71 and a2 least one claim pursuant to § 1.75; aad (2) Any draw-
ing required by § 1.81(a), are filed in the Patent and Trademark
Office. No new matter may be introduced into an spplication after
its filing dute (€ 1.118).
(c)lfmyapphamnmﬁledwuhomthespemﬁcamorduwmg
required by peragraph (b) of this section, applicant will be so noti-
fied snd given a time period within which to submit the omitted
spmordmwmgmordertoobnmammgdnenohhe
date of filing of such sehmission. lfthe craission is not corrected
within the tme period set, the: will be returned or oth-
erwxse&pmedof,thefee.nfsubmnmd.wﬂlberefmdedlma

SSOMW&:.
d)lfnapﬁuuonwh:chhasbeenmdedaﬁlmgduepum
ast to persgraph () of this section does aot include the sppropriate
filing fee or em osth or declaration by the spplicant, applicant will
be g0 notified and given a period of time within which to file the
fee,mzh,mdeclanﬂonandtopaythemhrgelswfmthm
§llﬁ(e)-ordertopreventahmdonmentoﬁheapplmmm
notification pervasiit to this peragraph way be made simt
with eny notification pursusst to peragraph (¢) of this section.
{e) An spplicstion for a patent will not be placed upon the files
for examination until all its required parts, complying with the nules
relating thereto, are received, exoeptthncetummmormforml
mesmlybewmed subject t6 subsequent con'ecuon whemvure-

(I)Theﬁlmgdneofanmtemmonﬂammondmmtmgm
UnnedSmofAmems!uﬂbetmtedatheﬁhnngtbe
United States of America under PCT Article 11(3), except as pro-
vided in 35 US.C. 102(e)

Section 1.53 relates to application serial numbers,
filing dates and completion of applications. Paragraph
§ 1.53(a) indicates that a serial number is assigned to
any filed apphcatlon for identification purposes, even
if the application is incomplete or informal. Paragraph
§ 1.53(b) provides that a filing date is assigned to an
application as of the date a specification containing a
dwcnptnon and claim and any required drawing are
filed in the Patent and Trademark Office. Although
the filing fee and oath or declaration can be submitted
later, no amendments can be made to the specification
or drawmgs which will introduce new matter. This
practice is authorized by 35 U.S.C. 111 as amended
by Pub. L. 97-247. Paragraph § 1.53(c) provides for
notifying applicant of any application mcomplete be-
cause the specification or drawing is missing and
glvmg the applicant a time period to correct any
omission. If the omission is not corrected within the
time period given, the application will be returned or
otherwise disposed of and a handling fee of $50.00
will be retained from any refund of a filing fee. Para-
graph § 1.53(d) provides that, where a filing date has
been assigned to a filed specification and drawing, the
applicant will be notified and be given a period of
time in which to file the missing fee, oath or declara-
tion and to pay the surcharge due. The time period
usually set is one month from the date of notification

600-3



601,01 | MANUAL OF PATENT EXAMINING PROCEDURE

by the Putent and Trademark Office, but in no case
less than two mionths after the date of filing of the ap-
plication. Puaguphﬁlﬁ(e)mdicatesthttam
application will not be forwarded for exemination on
the merits until all required parts have been received.
Paragmph 5153(0 indicates that international appli-
cations filed under the Patent Cooperation Treaty
whnchduicmtetheUmﬁedSuwsofAmmm
connderedtohaveaUmtedSmeoﬁlmgdateuder
PCT Article 11(3), except as provided in 35 US.C.
102(e), on the date the requirements of PCT Article
11(1) @) to (jii) are met.

Effective February 27, 1983, in accordance with the
provmons of U.S.C. 111 and 37 CFR 1.53(b), aﬂmx
date is granted to an applmtmn for patent, which in-
cludes at least a specification containing a description
pursuant to 37 CFR 1.71 and at lesst one claim pursa-
ant to 37 CFR 1.75, end any drawing referred to im
the specification or required by 37 CFR 1.81(a),
which is filed in the Patent and Trademark Office and
which names the actual inventor or inventors purse-
ant. to-37. CFR 1.41(a). If an application which has
been accorded a filing date does not-include the ap-
propriate filing fee or cath or' declaration, applicant
will be so notified and given a period of time within
whlchtoﬁlethemlssmgpanstocompletetbeapph-
catlonmdtopaythesurchargeassetforthms'l
CFR 1.16{e) in order to prevent abandonment of the
application.

InorderfortheOfﬁcetosonoufytheapplwmt,a
correspondence address must also be provided by the
application. The address may be different from the
Post Office address of the applicant. For example, the
address of applicant’s registered attorney or agent
may be used as the correspondence address. If appli-
cant fails to provide the Office with a correspondence
address, the Office will be unable to provide applicant
with notification to complete the application and to
pay the surcharge as set forth in 37 CFR 1.16(e). In
such z case, apphcant will be considered to have con-
structive notice as of the filing date that the applica-
tion must be completed and applicant will have two
months from the filing date in which to do so before
adandonment occurs.

The oath or declaration filed in response to such a
notice must identify the specification and any amend-
ment filed with the specification. If an amendment is
filed with the oath or declaration filed after the filing
date of the application, it may be identified in the
oath or declaration but may not include new matter.
No new matier may be included after the filing date
of the application. See § 608.04(b). If the oath or dec-
laration improperly refers to an amendment contain-
ing new matter, 2 supplemental oath or declaration
will be required pursuant to 37 CFR 1.67(b).

Section 1.63 of 37 CFR requires that an oath or
declaration “identify the specification to which it is
directed.” Since filing dates are now granted on appli-
cations with the oath or declaration being filed later
with a surcharge, the question has arisen as to what

The declaration form mmted by the Office in-
clmmfotﬂlingmthemofthemvenm

priority
this information should be provided, it is not essential
that all of these spaces be filled in in order to ade-
quately identify the specification in compliance with
37 CFR 1.63.

The following combinstions of information supplied
in an oath or declaration are acceptsble as minimums
for ideatifying a specification:

(1) name of inveator and application serial

number;

(2) name of imventor, attorney docket number
which was on the application as filed, and
filing date of the application;

(3) name of inventor, title of invention and filing
‘date; '

(4) name of inventor, title of invention snd refer-

- ence to a specification which is attached to the
oath or declaration at the time of execution
and filed with the oath or declaration;

(5) name of inventor, title of invention and a state-
ment by a registered attorney or agent that the
application filed in the PTO is the application
which the inventor executed by signing the
oath or decleration.

If the oath or declaration is filed with an “atl-
tached” specification as indicated in item (4) gbove, it
must be accompanied by a statement that the “at-
tached” specification is a copy of the specification and
any amendments thereto which were filed in the
Office in order to obtain a filing date for the applica-
tion. Such statement must be a verified statement if
made by a person not registered to practice before the
Office.

QOaths or declarations which do not meet the re-
quirements set forth above will not be accepted as
complying with 37 CFR 1.63 for completing an appli-
cation. Any variance from the above guidelines will
only be considered upon the filing of a petition for
waiver of the rules under 37 CFR 1.183 accompanied
by a petition fee (37 CFR 1.17(h)). Supplemental
oaths or declarations in accordance with 37 CFR 1.67
will be required in applications in which the caths or
declarations are not completely filled in but contain
sufficient information to identify the specifications to
which they apply as detailed above.

The periods of time within which applicant must
complete the application may be extended under the
provisions of 37 CFR 1.136. Applications which are
not completed in a timely manner will be abandoned.

The forms used by Application Division to notify
applicants of defects are reproduced on the following

page:
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comwag.c. ”“TI. NYE AND TRADEMAFKS

splicant(8) ¢

erial Number: Filing Date:

itle

NOTICE TO FILE MISSING PARTS OF APPLICATION UNDER 37 CFR 1.53(d)

kecaipt is acknovledged of the patent application identified above. A SERIAL WUNRER and FILING GATE have been
;::tqncd to the application as identified above. Haowever, parte of the applicaticm arve missirg as indicated
o3

1. {T] 7The statutory basic filimg foe is cmitted [ ) insufficient. Applicent is required to submie
$ to cemplete the basic filing fee (39 U.S.C. &l).

2. {T] since the cath or dsclaration has been cmitted, an cath or declaration referring to the above Seriazl
Wumber and Filing Dste ead im compliance with 37 CPR 1.63 is required.

3. D The cath or declarstion does not identify the spplication to which it #pplies. An cath or declaratioa
identifying the application by the above Serial Mo. and Filing Date, in compliance with 37 CFR
1.63, is required.

€. ] The signature to the oath or declaration is: omitted; ] @ reproduction: or |_] by & persca other
than the inventor or a person gqualified under 37 CFR 1.42, 1.43 or 1.47. An cath or declaration
properly sigred, referrzing to the &bove Serial Wo. end Filing Date, in compliance with 37 CFR 1.63 ie

reguired.

S. (L The signature of the following joint inventoris)
has baen omitted from the ocath or declaraticn. Applicants should pravide, i1{ possible, ar ocath ar
declaration signed by the omitted inventorls), identifying this application by the above Serial He. and
Piling Date. If 37 CFR 1.47(a} is applicable, applicants are further vequired to file & petition
meeting the requiremencs of 37 CFR 1.47(a} sccompanied by the petition fee of $120 set ferth im 37 CFR

1.17¢(h}.
Applicant is required ¢o file the above-noted fees and/or proper osth or declerstion, and pay the

gurcharge as set foreh im 37 CFR 1.16(el.

€. D &ddicionel cleim fees, inciuvding the multiple depsrdent claim fee, in the swount of § are
algo dua. Applicent ig required te submit the additiocnal cleim fecs oz canrcel the additional claims

for which fees are due.

7. D Since the application was filed in a lenqguage other than English, a verificd Engligh translation of the
noen-Englich langueae application is required to be filed aceompanied by the fce set forth in 37 CFR
1.17(k) unless previcusly psid.

6. ] other

Hotes Peos set foreh im items 1 and €, and the surcherge under 37 CPR l.16{e), are set at the rate foer
large entities and may be reduced by $6% i€ small encity status is established by filing a verified
statement in compliance with 37 CPR 1.27.

hpplicant ig given OWE (1) MOWTH from the DATE OF THIS LETTER, OR TWO (2) KOWTHS FROM THE FILING DATE of the

Tepplicetion, whichever is LATE®, within which to file the missing perts indicated above and pay the required
ggrchnﬁ in order to preveat ABARDONMENT of the application. However, extensions of time way be obtained
vades provigions of 37 CPR 1.136(e}, upoa the filing of a petition thevefor, accompanied by the

appropriate fee (37 CFR 1.17).

The zuponn to thie letter must be directed to the Applicatlion division and must identify the original papers
by the sbove Serial Mumber and Piling Date.

¥or:  Wanager, Appricacion DIVISIon .
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plicanc(s)

€rial No. Rttachment €O Paper WO

NOTICE OF INFORMAL APPLICATION

This epplicavicn g inf 1 for the {s} 4 below.
The pericd within which €5 correct thesa informalities and avoid ebandonment 15 set oz the attached paper.
L. The cath or declarstiom ie defective for the reascnis) checked below. B new cath or declaretiocm, im
:c_::?u:nco vt:h.:‘l CFR 1.63. identifying this appiication by the Serial wo., filieg daze. ead
itle iz required.

e 37 CFR 1.63 has not boen complied witk in cthat the csth or declaratica:r

1. ] vas not 3 in a with either 37 CFR 1.66 or 1.6B

2. |j doas not identify the city ond state or foreiga country of regsidence of esch inveator

3. [ ecds'nct idéntify vhe citifenship of each 1GVentor o

4. [C] does not stave whether the inventer is a gole or joint i of the ion claimed
S. [} does mot utste that the persch esking tha csth o declaratica:

a. {{] has reviewed and und de the of the specificatica. imcluding the claime,
© &3 amended by any emendment gpecificilly referred to in the azth =c declaration

be D believes the named lmnt&t or invertors to be the originel esd first imvemtor or
inveatogs of the subject eatter which 18 claimed and for whick o patent is sought

c. [] acknowledges the ﬁty %o disclose informmtion which is magerial te e ewmisation of
the epplication ir accordance with 37 CFR i.5G(a)

6. [[] coes not ideatify the foreigm application for pstent or inveator's certificete on which
priority ig claimed purseaat t2 37 CPR 1.55, end any fareiga opplicatice maviey 3 filing date
bafore that of the applicatics on which priority ie claimed, by specifying the applicavica
number, country, day. eonth and year of it filing

7. [] does not stste that the person meking the cath or decleratica in 2 contizuaviom-in-part
application filed under the conditions specified im 3% ©.3.C. 120 vhick Qiscleses and clainme
subject sateer im addition to thee disclosed in the prior copenrding applicezive, acknowledyes
the duty to disclose material information as defined im I7 CPR 1.56(z) wRich socurred hetueen
the £iling date of the pricr spplication end the national or PCT interaatisnsl filing dete of
the continuatica-in-part applicatioa

8. [ does not include the date of emscutios
S, D does not iscluds the matery's sigrature, or the notary's sigaature is im the weong place
7 dcee net include the notery'c seal and venus .

0

does not includa am apogstille, @ congular certificate, or the positica &g suthority ol the
officer siguing an apoetille or consulae certificate {eee 37 CFR 1.66(apd

12. [] dces not have a ribbom properly attached

16.
il.

B. D permsnent ink, or ite equivaleat in guality., se vequired under 37 CPR 1.%2(s} Rad eot been ueed
for thes

1. [} signature 2. ] ceth/beciaratica 3. ] specificatica
€. [ won-initialed sltersticns have been made to the osth or declaration fsee 37 CPE 1.32(¢) awd 1.36)

De. D The declaratics clause regarding ®willful false statements...” as required by 37 CPE 1.68. haw
been omitted

ge. [] other

1I. The papere are defective. Applicent ie required to provide:

. & statenent over applicant's e utnri giving his or her complete nume incleding “at lesst ofe
. G given nane vsthoutpgbbuvuuon!nu required by 37 CPR 1.41{ad.
8. [T] preat of authority of the legal represencative under 37 CFR 1.46.
€. [[] an ebstract im compliance with 37 CPR 1.72(b).
. 1y exgcuted affidavit signed by el) of the inventors steting when the eatitned end/eg
e G 3..5:3'. terations to pagels) UZu sade. If euch chenget vere made after the sigring ef
the eath or decleraticn, an esendBent cancelling these alterations ie reguired.
B. D & state@gat over appliceat'e sigrature giving his or her complete pest effice eddrece 137 cpm
1.33t8)).
p. (] other
woter Corgecticn of the defecto noted ehbuve im this notice doee not regelice the pey ef the ge uades

37 CP& L.16lal.
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WOTICR GF INCOMPLETE APPLICATION

A filing date has B been ecsighed for the recscm(el shewn bolew:

1. ] The epscitication has been omitted ] hee peges sigsing. & complete gpacificatien
ie ceEplignre with U.$.C. L12 iB requited. Yue wpaciflostion mutt irclude m written
descrigtion o the inventier, the msnner sad precess of mraking and wsirg it, ond shkoulé be in
*such full, clear, eoncise, 8rd exsct terms o8 o easblae eny pereom skilled im the art...® to make

end use the srme. The specificetion smet comclefe with 8 cleir or clains.

B €)sim ie yegquited In compliarce with 35 U.S.C. 1I2 wiriek states that the “specification shall
conelede vith cne oy more claims particularly wuﬂn cut end distinctly cleaiming the subject
matter whics the applicant regards as bis investiem.®

A deeving of Figle). - dereribed im the specificetion ig required in cosplience with 3%
v.g.Cc. i1, .

A Crowing ef epplicsnt’e invention ie required gimee it is "necessery for the understandino of the
mbggc;‘u::n‘ of the invention in complizsce wiz® 33 G.8.C. 113.

oo a

5. D T™e npplicuim doen rot state the invemtor's nemedsd is cospliaace uit.ll' 37 CFR 1.41. The remes

6f 8ll the ieventars must be prnvtded

If the sbove-noted nmissions are nﬂt :uhnltt'd withis TS0 WWITRS of the dote nf this notice, the
application will be returked nr. Gthayvise disposed of and smy feée -lda kas been submitted will be
zehm!ed lees 8 $5C.60 handhng fn. See 37 cn 1.83¢e}.

The uunq ‘date will be thc date of neeipt of the itese resuiced in 1-5 ebove. Any nqmenu that the
iteme reqeired hove were ant misaing, or thet & filing dove should bw essigaed in the atsence of sueh
itens since they ete ROt RECEESATY, st be by vay of a peTiticm directed ta the sttention of the Office
of the Aesistant Carmissinner for Patents, Anv suck prticise mgat bBe eecoapeanied by the $120.00 petitien
fe@ (37:CPR 1.17(B)§. . ZY the getition ullm- that oo dgfect uuu. & request for zefund aof the petition

fee moy be included im the petitioca. . . -

T T e N G

In adéition, the parts ¢f the applicstion identified Below have mot yet beer filed. The f£iling of these
itene does noe affect the filing date which will be sccordSed tw spplicetion upon Feceipt of the items
listed in 1-5 ghove. Rruwever, the itess identified below mzst be timely filed to &void Absndonment of the

spplication.
6. [ 7he statutoey bssic filing fee is [ ] omiteed irezf¥icient. 2applicant im zeguired to submit
$ to corplete the besic filing fee 3% T.5.C. 43t. N

7. ] Since the oath or declaration which hes heen filed dosm not cover omitted itens 1-5 sbove &
cath or declerezics referring to the sbove Serial =wder arf Deposit Date ¢rd in cmpu-nn vith 37

CFR 1.63 ie reguired.

8. [ since the cetk or declaration ha® bean omitted, s og2% or declaraticn refercing to the above
Serial Musber and Depogit Date end in compliance with 37 CFR 1.63 ig reguired.

9. D The cath or declaraztica does mot identify the epplicetiom to which it zpplies. Ar oath or
declaration f&entifying the application by the above Seziel ®o. snd Depasit Date, in compliance
vith 37 CFE 1.63, is required.

The signature to the cath or decleration js: amittes: I ] & reproduction: of by a person othey

10. ]
L than the irventor or & person qualified under 37 CPR 21.42, 1.43 or 1.47. An cath of decleratice
proparly si¢red. referring to the sbove Sericl We. end Deposit Daete, in cosmpliance with 37 CFR 1.63

ig required.

11. ] The signature of the following joint inventor(s)
has beoen omftted froe the oath OF declafation. AGpLIcaRres GROVIS PrOvVidds, LY POBBIBIG. OR GBLH OF
declarstion signed by the cmitted inventar(s), idemtifyimg thiv application by the above Serial Wo.
and Deponit Date. I 37 CPR 1.47(z) ic appliceble, egplicents are further required te file o
potiticn meoking the reguiresents of 37 CPR 1.47(e) sccompenied by the petition fee of $120 cet
torth in 37 CPR l.l’lll .

12, D sdéitionel cleizm fewe, heludln' the exltiple depandent cleim fee, im the emount of §
are 218 due. 2gplicant e requirzed to wubait the addivicmel clein fees ar cancel the eoditional

claieg fer vaich fees are due.

13. G Eirce the onueuiu wvae €iled ir e language other then Emgliah, 2 verafied English tronslation of
the non-English lemguage epplicetion is required vo b faled accompinied by the fee ot farth in
37 CPR 1.17(k walese previously peid.

1¢. ] oeher

tate: Pees et farth ia item € emd 12 ebave, ovd the suzcherge weder )7 CPR 1.16le), ere see Bt
the rate for lerge estities ard may be reduced by S89 i1f smsll entit tat: 5
€iling o vorified stavamsnt in couplimnce with 37 €PB 1.37. Y states is established by

Fhe 1tems required fn 6-314 shove SHOULD be filed with ery items zegeired im 1-% if g &ll Bla.
concurcent £ilirgef okl the items reguired in 1-14 sbove 38 wot possidle, the items rmtm.:nlg-l b
;2:::’:-;: 1::12: 88 Ro l-:.::‘crn‘ﬂ,lo RETHg ';c!' the ;um «r.ul ehe applicetion (the date of

LeRE goge. ® 1e% chovel. eny of iteme ¢ 8-31 ere mok €
1-5, the sucrcharge et festh ie 37 CPR 1. um ie rzqu 2af. 1164 sleng with freme

Failute to file the items i é-1¢ ebove withim the tifis periad set, sccompenisd by the surcharge, 1f

epplicable, will result in ABANDOWNINT of the epplication, Ummoer, with teepect Lo items 6-16,
entensione of tise mey be mum mn thet previeions ef 37 cn l ullnl, upen the filing of &
petitien f ed by ¢ ppropriste fee (17 CPR 1.1

Tha vesponea(s) to thie leteer muat be directed ¢o the mue-tun Ghivision end muet idemtify the
onq:nnrpcnn by the ebove Sariel ¥o., Depouit Gate, and epplicent’s nemels).

Ercloeed

Cj “cenarel tnf tem C rg b °, Gae pages .

D Copy of & patent to seaiot epplicent in making correctiomie).

) vee ¢ hngtl te the in vblen the fee hoo been celevlated.
of's g cstlen Uivioiea
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601.02
60102 Power of Aftorney . 9"
Agent

The attorney’s or agent's full -post office- nddreu E

(including ZIP code number) must be gwen in every
power of attorney or authority of agent. The tele-
phone number of the attorney or agent should also be
included in the power. The prompt delivery of com-
munications will thereby be facnhmed

Usually & power of attorney or authorization of
agent is incorporated in the oath or declaration form.
(See §§ 402 and 605.04(a).)

601.01 Change of Correspondence Address

Where an attorney or agent of record (or applicant,
if he is prosecuting his application pro se) changes his
or her correspondence address, he or she is responsi-
ble for promptly notifying the Patent and Trademark
Office of his or her new correspondence address (in-
cluding ZIP Code number). The notification should
also include his or her telephone number.

A separate nofification must be filed in each appli-
cation for which he or she is intended to receive com-
munications from the Office. In those instances where
a change in the correspondence address of a regis-
tered attorney or agent is necessary ina plurallty of
applications, the notification filed in each apphcanon
may be a reproduction of a properly executed, origi-
nal notification. The original notice may be sent to
the Office of the Solicitor as notification to the Attor-
ney'’s Roster of the change of address, or may be filed
in one of the applications affected, provided that the
notice includes an authorization for the public to in-
spect and copy the original notice in the event one of
the applications containing a copy matures into a
patent and the application containing the original
paper is either pending or has become  abandoned.
The copies submitted in each affected application
must identify where the original paper is located. .

See § 711.03(c) for treatment of petitions to revive
applications abandoned as a consequence of failure to
timely receive an Office action addressed to the old
correspondence address.

The notification required need take mo particular
form. However, it should be provided in a manner
calling attention to the fact that a change of addresss
is being made. Thus, the mere inclusion, in a paper
being filed for another purpose, of an address which
is different from the previously provided correspond-
ence address, without mention of the fact that an ad-
dress change is being made would not ordinarily be
recogrized or deemed as instructions to change the
address on the file record.

The obligation (see 37 CFR 1.347) of a registered
attorney or agent to notify the Attorney’s Roster by
letter of any change of his address for entry on the
register, is separate from the obligation to file a notice
of change of address filed in individual applications.
See § 402.

601.04 National Stage Requirements
United States as a Designated Office

35 U.S.C. 371. National stage: Commencement.

of the

MANUAL OF PATENT EXAMINING PROCEDURE
m.of,

(.)Wmmmmotmam
tionsl epplicetions with amendments to the claims, i sny, sad inler-
astionsl search reports is reguired in the case of ell internations] ap-
MWWWMeMtWMhm
Patent Office.

(&) Yubject to subsection () of this section, the nations! wage
shall commence with the eapisation of the i time Heomit
uader article 22 (1) or (2) of the treaty, at which time the epplicant
shall have complied with the applicable requirements specified in
subsection (c) of this section.

{c) The applicent ehall file in the Patent Office—

(1} the nations! fee prescribed under section 376{(a}{€) of this
pest;

(2) a copy of the international epplicstion, unless not reguired
undes subsection (g) of this section or already received from the
International Buresu and e vesified transiation into the English
hngugeofthemternmmhpplremon.lﬁtwuﬁledmm
language;

(3)lmdments.|fmy,tothechxmsmﬂlemtemnomlmh-
cation, mede under asticle 19 of the treaty, unless such amend-
ments have been commmunicated to the Patent Office by the Inter-
nationsl Buresu, end & trémsiation into the English langusge if
such amendments were made in snother language;

(4) an oath or declarstion of the inventor (or other persoa zsu-
thorized under chapter 11 of this title) complying with the
reqmrementsofsec&onlliofmuﬂeandwnhregnhmpn-
scribed for oaths or declarstions of spplicants.
(d)Fnﬂumtoeomplywnhayd‘thereqmrementsofm

(©) of this section, within the time limit provided by article 22 (1)
or (2) of the tresty shiafl result in shendonment of the internations]
application.

' (e)Aﬁermmtemauondlpphuuonhuteredthemoul
siage, no patent may be granted or refused thereon before the expi-
ration of the applicable time lonit under article 28 of the treaty,
except with the express consent of the spplicant. The applicant may
present amendments to the specification, claims, and drawings of
the application after the nations! stage has commenced.

(f) At the express request of the applicant, the nationsl stege of
processing may be commenced 22 gay time st which the spplication
is in order for such purpose and the applicable requirements of sub-
section (¢) of this section have been complied with.

35 U.S.C. 372. Natioral stage: Reguirements and procedure.

(a)Allquuuomofsubm;ud.wnthmthescopcofthere-
quirements of the treaty and Regulations, procedure in an interna-
tional application designating the United States shall be determined
as in the case of naticnal spplications regularly filed in the Patent
Office.

() In the case of internationsl applications designating but not
originating in, the United States—

“(1) the Commissioner may cause to be reexamined guestions
relating to form and coateuts of the application in accordance
with the requirements of the tresty and Regulations;

“(2) the Commissioner may cause the question of uaity of in-
vention to be reexamined wader section 121 of this title, within
thcscopeofthereqmremuoftbemtyandthekeguhm
{c) Any claim not searched in the international stage in view of 2

ho&ng,foundtobe,wwﬁedbytheCommxssmerupmrev:ew,
that the internationsl applicstion did not comply with the reguire-
ment for unity of invention usder the treaty and the Regulations,
shall be considered cemceled, unless payment of a special fee is
made by the applicant. Such special fee shall be paid with respect
to each claim not seasched in the internationsl stage and thall be
submitted not later than cae moath sfter a notice weas sent to the
applicant informing him that the seid holding was deemed to be
justified. The payment of the epecial fee shall not prevent the Com-
misgioner from requmng that the interngtional application be re-
stricted to one of the inventions claimed therein under section 121
of this title, and within the scope of the requirements of the treaty
end the Regulations.

35 US.C. 373. Improper applicunt. An international

ignating the United States, shall not be sccepted by the Patent
Office for the national stage if it wes filed by anyone not gualified
uader chapter 11 of this tithe to be an applicant for the purpose of
filing & national epplication in the United States. Such internationsl
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applications shall not serv d;ebwstuﬂhehucﬁtofwwlier
ﬁﬂn;duewetwctionlmoﬂmsﬁﬂema atly filed ap-
pﬁculion.bﬂtmymu!hebnﬁsfanehﬂﬁeﬂghtofpﬂ-
::my under section 119 of this title, if the Usitsd States was not the
couvatry desigeated in such internetional spplication.
37CFR Lal. FTI!ngqfapplkatitmin!htUMquAmem

@ Designated Office. -

(C)Tomﬁebueﬁtdthmﬁhgdaumd
obisin an exsminstion as tw the of the invention in the
United States, the applicunt shall furnish to the U.S. Patent and
Trademark Office not lster then the expirstion of 20 months from
the priority date: (1) A copy of the international spplication with
any amendments, unless it has been previously faraished by the In-
umﬁmﬂBumnorunlmxtwaorMyﬂedmtheUS
Patent and Trademark Office; (2) & verified tramsdstion of the inter-
nationa! application and a translation of any smeadments into the
English 1 if originally filed clsewhere in smother langusage;
(3) the national fee (see ! 1 445(:)(4))~ #nd (@) an cath or declaration
of the inventor (see § 1.70). .

(b) Where an International Searching Authocity has made a dec-
laration that no international search report will be established be-
cause the internations! epplication relstes o the subject matier
which it is not required to search, or becuuse the spplication fuils to
comply with the prescribed requirements to such an extent that a
meaningful sesrch could not be carried out, the time for performing
the acts referred to in paragraph (a)afthsmmsthhsfrom
thenmlmgdu!eofmedechmuontotheappm - :

The United States national stage comencement re-
quirements are set forth in 35 U.S.C. 370 and 372. In
order to retain his or her international mmg date and
enter the national stage in the United - States, and
unless the international application was filed in the
United States Receiving Office or already received
from the International Bureau, the applicant must file
in the U.S. Patent and Trademark Office the follow-
ing items:

(® a copy of the mternatlonal application and a
verified English translation thereof, if necessary,

(ii) a copy of any amendments fo the claims
which were made before the International Bureau
and an English translation thereof, if necessary,

(iii) an oath or declaration of the inventor(s),
and

(iv) the national filing fee.

The applicant must submit these items not later
than at the expiration of 20 months from the priority
date (35 U.S.C. 371(d) and PCT Article 22). At 20
months the applicant may also file an information dis-
closure statement.

After filing, the applicant has the right to amend his
or her application before the Designated Office within
one month after entry into the national stage. It
should be noted that the time limits referred to in the
preceding paragraph apply irrespective of whether
the international search report is available.

The time limit (20 months from the priority date)
indicated above, expires earlier where the Internation-
al Searching Authority makes a declaration to the
effect that no international search report will be estab-
lished; if such a declaration is made the applicant will
be notified by the International Searching Authority;
the time limit is then two months from the date of the
aotification of the said declaration sent to the appli-
cant (PCT Article 22(2) and PCT Rule 44.1).

602 Original Oath or Declaration
35 US.C. 25. Declaration in lieu of oath.

(a)mmmmwmwbymhmmthumydom
mummmmmrmmommmwum
quired by any law, rule, or other regulstion to be vader cath sy
be swbecribed 10 by a writien declagation in such form as the Com-
wissioner ey prescribe, such such decleration to be in lew of the cath
otherwise

(b) Whenever such written declaration is used, the document
mast warn the declarant thet willful false statements and the like
sre punishable by fine or imprisoament, or both (18 U.S.C. 1001).

33 U.SC 26 Effect ¢f defoctive execution.

Any document to be filed in the Patent and Trademark Office
and which is required by eay law, rule, or other regulation to be
executed in a specified maaner may be provisionally sccepted by
the Commissioner despite o defective execution, provided e proper-
ly ezecuted document is submitted within such time 25 may be pre-
scribed.

35 U.S.C 115, Qath of applicans.

The applicant shall make oeth that he believes himself to be the
original and first inventor of the process, machine, manufacture, or
composition of mstier, or improvement thereof, for which he sokic-
its & patent; and shall state of what country he is a citizen. Such
oath may be made before any person within the United States au-
thorized by law to administer ouths, or, when made in a foreign
country, beforé any diplomatic or coansuler officer of the Usited
States authorized to sdminister oaths, or before any officer having
an officisl seal and suthorized to. sdminister oaths in the foreiga
country in which the applicant wmiay be, whose authority chall be
proved by ceriificate of a diplomstic or consulsr officer of the
United States, or aspostifle of an official designated by 2 foreign
country which, by wresty or comvention, accords like effect to 2pos-
tilles of designated officials in the Usited States. Such ceth is valid
if it complies with the laws of the state or country where made.
When the spplication is made as proviled in the title by a person
other than the inventor, the oath may be so varied in form that it
czn be made by him.

37 CER .63 Oath or declaration.

(2) An cath or declaration filed under § 1.51(2}{2) as a part of an
application must:

(1) Be executed maccordmce\mhather§l660r§l 68;

(2) Identify the specification to which it is directed;

(3) Identify each inventor and the residence and country of citi-
zenship of each inventor; and

(4) State whether the inventor is & sole or joint inventor of the
invention claimed.

(b) In eddition to meeting the requirements of paragraph (a), the
osth or declerstion must state that the person making the ocath or
declaration:

(1) Has reviewed and understands the contents of the specifica-
tion, including the claims, s smended by any amendment specifi-
cally referred to in the cath or declaration;

(2) Believes the named inventor or inventors to be the original
and first inventor or inventors of the subject matter which is
claimed and for which a patent is sought; and

(3) Acknowledges the duty to disclose information which is ma-
terial o the examination of the spplication in accordamce with
§ 1.56(a).

(c) In addition to meeting the requirements of paragraphs (a) and
(b) of this section, the oath or declarstion in amy application in
which a claim for foreign priority is made pursuant to § 1.55 must
identify the foreign epplication for patent or inventor’s certificate
on which priority is claimed, and any foreign application bhaving a
filing date before that of the application om which priority is
claimed, by specifying the spplication number, country, day, moath
and year of its filing.

(d} In any continuation-in-part application filed under the condi-
tions specnﬁcd in 35 U.S.C. 120 which discloses and claims subject
matter in eddition to that disclosed in the prior copending applics-
tion, the cath or declaration must also siate that the person making
the oath or declaration acknowledges the duty to disclose material
information as defined in § 1.56{(s) which occcurred between the
filing dte of the prior application end the national or PCT interna-
tional filing date of the continuation-in-pert spplication.

37 CFR 1.68 Decleration in Liew of Gath. Any document to be
filed in the Patent and Trademark Office 2rd which is required by

600-9



e

sy law, rile, orotbetmﬁontobemderomhmybewb-
meyammmththemmofwumy
relating (o interferences end other comtested cames covered by
§2 1.271 10 1.286. Such decleration may be used in lieu of the oeth
otherwise required, if, end oaly if, the declerent is on the same doc-
ument, warned that willful false statements and the Hke are punish-
able by fine or imprisonment, or both (18 U.S.C. 1001) end may
jeoperdize the "validity of the application or sny patent issuing
thereon. The decldrant must set forth in the body of the declaration
that alf statements made of kis own knowledge are true end that ali
statements mede on information and belisf are believed (o be true.

18 U.8.C. 100). Stasements or entries genevally.

Whoever, in any matter within the jurisdiction of aay department
ar sgency of the United States knowingly sad willfully falsifies,
conoals.orcoversupbynymck.schcnn,ordemnmateml
fact, or makes any false, fictitious or fraudulent statements or répre-
sentations, or makes or uses any false writing or document knowing
the same to contain any false, fictitious or fraudulent ststement or
entry, shall be fined not more than $10,000 or imprisoned not more
than five years, or both.

Qaths and declarations submitted in applications
filed after May 1, 1975 must make reference to appli-
cations for inventor’s. certificates on which priority is
c}mmedandanyﬁledpmrtotheﬁhngdatcofanap-
plication on which priority is claimed.

A §1.68 declaration need not be ribboned to the
other papers, even if signed in a country forelgn to
the United States. When a declaration is used, it is un-
necessary to appear before any official in connection
with the making of the declaration. It must, however,
since it is an integral part of the application, be main-
tained together therewith.

By statute, 35 US.C. 25, the Commissioner has
been empowered to prescribe instances when a writ-
ten declaration may be accepted in lieu of the oath for
“any document to be filed in the Patent and Trade-
mark Office™.

The filing of a written declaration is acceptable in
lieu of an original application oath that is informal.

The applicant may state that no foreign applications
have been filed, if such is the case. If all foreign appli-
cations have been filed within twelve months of the
U.S. filing date, he or she is required only to recite
the first such foreign application of which priority is
claimed, and it should be clear that the foreign appli-
cation referred to is the first filed foreign application.
The applicant is required to recite all foreign applica-
tions filed prior to the application on which priority is
claimed. It is desirable to give the foreign serial
number as well as the filing date of the first filed for-
eign application.

In the oath, the jurat must be filled out, and the
word “sole” or “only” must appear if there is but one
inventor, and “joint” if two or more inventors.

When joint inventors execute separate oaths or dec-
larations, each oath or declaration should make refer-
ence to the fact that the affiant is a joint inventor to-
gether with each of the other inventors indicating
them by name. This may be done by stating that he or
she does verily believe himself or herself to be the
original, first and joint inventor together with “A or
A & B, etc.” as the facts may be.

A seal is usually impressed on an oath. See §§ 604
and 604.01 and 37 CFR 1.66. However oaths executed
in many states including Alabama, Louisiana, Mary-

MANUAL OF PATENT EXAMINING PROCEDURE

land, Massachusetts, New Jersey, New York, Rhode
Island, South Carolina and Virginia need not be im-
pressed with a seal.

If a claim is presented for matter not originally
chxmedorembmcedmtheongmalmtemto!m-
vention im the specification a supplemental ocath or
declaration is required. 37 CFR 1.67, § 603.

60201 Osath Cannot Be Amended

The wording of an oath or declaration cannot be
amended altered or changed in any manner after it
has been signed. If the wording is not correct or if all
of the required affirmations have not been made or if
it has not been properly subscribed to, a new oath or
declaration must be required. However, in some cases
a deficiency in the oath or declaration can be correct-
ed by a supplemental paper and a new oath or decla-
ration is not gecessary.

For example, if the oath does not set forth evidence
that_the notary was acting within his or her jurisdic-
tion at the time he or she administered the oath, a cer-
tificate of the motary that the oath was taken within
his or her jurisdiction will correct the deficiency. See
§§ 602 and 604.02.

Applicant may be so advised by using Forrn Para-
graph 6.03.

6.03 - Qath, Declaration Canrot Be Amended

A new oath or declaration is required because [1]. The wording
of an cath or declaration cannot be amended. If the wording is not
correct or if all of the reguired affirmations have not been made or
if it has mot been properly subscribed to, a new cath or declaration
is required. The new oath or declaration must properly identify the
application of which it is to form a part, preferably by Serial
Number and filing date in the body of the oath or declaration. See
MPEP 602.01 and 602.02.

Exsmiers Note:

This paragraph is intended primarily for use in prose applications.

602.02 New Oath or Substitute for Original

In requiring a new oath or declaration, the examin-
er should always give the reason for the requirement
and call attention to the fact that the application of
which it is to form a part must be properly identified
in the body of the new oath or declaration, preferably
by giving the serial number and the date of filing.

Where neither the original oath or declaration, nor
the substitute oath or declaration is complete in itself,
but the two taken together give all the required data,
no further oath or declaration is needed.

60203 Defective Oath or Declaration

In the first Office action the examiner must point
out every deficiency in a declaration or ocath and re-
quire that the same be remedied. However, when an
application is otherwise ready for issue, an examiner
with full signatory authority may waive the following
minor deficiencies:

1. A delay of somewhat more than five weeks plus
mailing time in filing after the time of making the
declaration, or the time of execution in t‘he case
of an oath or declaration.
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- 2. Residence of an applicant if a post office address

is given, -
3. Mlmdeﬁcwncaecmthcexecuuonofmm«

declaration.

4. Migor dmcmnes in the body of the cath or
declaration where the deficiencies are self-evi-
denﬂycuredmthetestoftheoothordechu-
tion, as in an ocath or declaration of plural inven-
tors couched in plural terms except for use of
“sole inventors” is asseried. In re Searles, 164
USPQ 623. ,

If any of the above are waived, the examiner should
write in the margin of the declaration or ocath a nots-
tion such as “Stale date of declaration (ocath) waived;
application ready for wsue" and his or her -tmis and
the date. -

If the defect cannot be walved Form Parsgraph

6.46 should be used when the application is allowable

6.46 Case Allowable, Substitute Declaration Needed :
Apphcant lsnowreqmredmsnbmtasubsumtedechmonor
oeth o correct the deficiencies set forth in the PTO-152, Rotice of
Informality, :[1]. The substitute osth or decleration MUST
EITHER be filed within the three month statutory period set for
payment of the issue fee in the “NOTICE OF ALLOWANCE”
(PTOL-85) if applicant has mot pre-suthorized the payment of the
mfeefmmadeposumt,ORmthmonemdlhemﬂ
ing of the “NOTICE OF ALLOWANCE" if applicasi has pre-au-
thorized payment of the issue fee from a deposit sccount. Note that
themtutedoanotpcrmnexmonofmethreemmthpalodset
for payment of the issue fee. Failure to timely file the substitute
declaration (or oath) will resuit in ABANDONMENT of the appli-
cation. The transmittal letter woompanymg the declaration (or
cath) should indicate the following in the upper right hand corper:
Issue Batch Number, Date of the Notice of Allowance, sad Serial

Number.
Exsminer Note: In the bracket, insert either: attached to this com-

munication -or- attached to the Office action mailed——-.
602.04 Foreign Executed Oath

An oath executed in a foreign country must be
properly authenticated. See § 604 and 37 CFR 1.66.

602.04(a) Foreign Executed Oath Is Ribboned to
Other Application Papers

37 CFR 1.66. Officers authorized to administer cathks. (b) When the
oath is taken before am officer in a country foreign to the Usited
States, any sccompanying epplication papers, except the drawings,
must be attached together with the oath and a ribbon pamed one or
more times through all the sheets of the application, czcept the
drawings, and the ends of said ribbon brought together under the
seal before the latter is affixed and impressed, or each sheet must be
impressed with the official seal of the officer before whom the oath
is taken. If the papers as filed are not properly ribboned or each
sheet impressed with the seal, the case will be accepted for exami-
nation but before it is allowed, duplicate papers, prepared in com-
pliance with the foregoing seatence, must be filed.

US. Accession to Hague Convention Abolishing the
Reguirement of Legalization for Foreign Public Doc-
uments

On Oct. 15, 1981, the Hague “Convention Abolish-
ing the Requirement of Legalization for Foreign
Public Documents™ entered into force between the
United States and twenty-eight foreign countries that
are parties to the Convention. The Convention applies
to any document submitted to the United States
Patent and Trademark Office for filing or recording,

which s sworn to or acknowledged by a notary
public in any one of the member countries. The Con-
vention sbolishes the certification of the authority of
the notary public in & member country by a diplomat-
ic or consular officer of the United States and substi-
tutes certification by a special certificate, or apostille,
executed by an officer of the member country. Ac-
cordingly, the Office will accept for filing or record-
ing a document sworn to or acknowledged before a
notary public in & member country if the document
bears, or has appended to it, an apostille certifying the
notary’s authority. The i t for a diplomatic
or consular certificate, specified in 37 CFR 1.66, will
not apply to a document sworn to or acknowledged
before a notary public in a member country if an
apostille is used.

The member countries that are parties to the Con-
vention are:

Avustria , Italy

, Seychelles
Bahamas Japan Spain
Belgiam Lesotho Suriname
Botswana Liechtenstein Swaziland
Cyprus Luxembourg Switzerland
Fiji Malawi Tonga
France Malta U.K. of Great

Britain and
Germany, Fed. Mauritius N. Ireland

Rep. of
Hungary Netherlands United States
Israel - Portugal Yugoslavia

The convention prescribes the following form for the
apostille:
Model of Certificate

The certificate will be in the form of & square with sides at least 9
centimetres long

APOSTILLE
{Convention de La Haye du Oct. 3. 1961)

i. Country:

This public document
2. has been signed by
3. scting in the capacity of.
4. bears the seal/stamp of.

Certified
LR R— 6. the
7. by
8. No.
9. Seal/stamp 10. Signature:

Note that a declaration in lien of application cath
(§ 1.68) need not be ribboned to the other papers. It
must, however, be maintained together therewith.
602.05 Oath or Declaration—Date of Execution

The time elapsed between the date of execution of
the oath or declaration and the filing date of the ap-
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plication should be checked. If an unressonsble time
hes élapsed, the examiner should call for a new osth
ordwhnuonbyusinsl?ofml’amguphﬁm~ :

6.04 Ml.mﬁamnﬂ‘xmtbnmdﬁﬂm
Anmmﬂhnmhofﬁmehuewwweenmedueofm
tion of the oath or declaration end the filing dete of the application.
The lapee of {1] weeks is considered 10 be uaressonsble. An espla-
naﬁoaol‘themuomblehpleofmoramoﬂhmm
tion peopecly ideutifying the:ppbmmofwluchitutofoma
&ﬂwby Serial Number and filing date is required. See MPEP

What constitutes a reasonable time is a question of
judgment to be determined by all the circumstances in
the particular case. (Five weeks plus time of transmis-
sion in the mails was considered reasonable under the
circumstances of Ex parte Heinze, 1919 C.D. 67; 265
0.G. 145). The “Notice of Informal Application” at-
tachment form is used to notify applicant that the
oath or declaration was signed more than three
months prior to filing.

If no date of execution appeats applicant ls re-
quired to file either a new oath or declaration of a
certificate from the notary . giving the actual ‘date
when thé oath or declaration was made.

Apphcant may be notified by using Form Para-
graph 605.

6.05 Date of Execution Is Missing

No date of execution appears on the cath or declaration. Appli-
cant is required to file either a new cath or declaration or a certifi-
cate from the notary giving the actual dste when the oath was
made. The new oath or declaration must properly identify the ap-
plication of which it is to form 2 pa#t, preferably by Serial Number
and filing date in the body of the cath or declaration. See MPEP
602.01 and 602.02.

602.05(a) Oasth or Declmtmn in Division and
Continuation Cases

Where the date of filing the application is not the
date that determines the statutory twelve month
period, as in divisional and continuation cases, it is im-
material, so far as concerns the acceptability of the
oath or declaration, how long a time intervenes be-
tween the ezxecution of the oath or declaration and
the filing of the application.

When a divisional application is identical with the
original application as filed, signing and execution of
the oath or declaration in the divisional case may be
omitted. (See §§ 1.60 and 1.62, § 201.06(a).)

602.06 Nen-English Oath or Declaration

37 CFR 1.69. Foreign language oaths and declaration.

(a) Whenever an individual making an oath or declaration cannot
understand English, the oath or declaration must be in a language
that such individual can understand and shail state that such indi-
vidual understands the conient of any documents to which the oath
or declaration relates.

(b) Unless the text of any oath or declaration in a language other
than English is a form provided or approved by the Patent and
Trademark Office, it must be accompenied by a verified English
.~anglation, except that in the case of an oath or declaration filed
under §1.63 the translation may be filed in the Office no later than
two months from the date applicant is notified to file the transia-
tion.

Section 1.69 requires that oaths and declarations be
in a language which is understood by the individual

MANUAL OF PATENT EXAMINING PROCEDURE

making the oathy or declaration, i.¢., 2 languige which
the individuel comprehends. If the individual compre-
hends the Eaglish language, heorsheaiow!dpre&r
ably use it. If the individual cannot comprehend the
English language, any cath or declaration must be in
8 language which the individual can comprehend. If
an individual uses a language other them Baglish for
an oath or declaration, the oath or declaration must
include a statement that the individual understands
the content of any documents to whick the oath or
declaration relates. If the documents are in 8 language
the individual cannot comprehend, the documents
may be explained to him or her so that he or she is
able to understand them.

The Office will accept a single non-English lan-
guage oath or declaration where there are joint inven-
tors, of ‘which only some understand English but all
understand the non-English language of the oath or
declaration. ,

A looseleaf forms book entitled “Patent snd Trade-
mark Forms” is available from the Superintendent of
Documents. The book includes non-English language
declaration forms.

602070.thorDechmﬁonFnedinUnited

States as a Designated Office

37 CFR 1.70. Oath or declavation under 35 U.S.C. 371{c)(4).

(s) When an epplicant of an internstions] application, if the in-
veatior, desires to enter the nationsl stage under 35 US.C. 371, he
or she must file an cath or declaration in sccordmmce with § 1.63.

(b) If the international spplicstion was msde as provided in
§§ 1.422, 1.423 or 1.425, the applicant shall siate his or her relation-
ship to the inventor snd, upon information and belief, the fucts
which the inveator is required by this secticn to state.

603 Supplementsl Oath or Declaration

37 CFR 1.67. Supplemental oath or declaration.

(a2) A supplementsl oath or declaration meeting the requirements
of § 1.63 may be required to be filed to correct any deficiencies or
inaccuracies present in an estlier filed cath or declaration.

(b) A supplemental osth or declaration meeting the reguirements
of §1.63 must be filed: (1) When & claim is presented for matter
originally shown or described but not substantislly embraced in the
statement or invention or claims originally presented; and (2) When
an oath or declaration submitted in sccordance with § 1.53(d) efter
the filing of the specification snd any reguired drawings specifically
and improperly refers to an amendment which incledes new matter.
No new matter may be introduced into an applicetion afier its filing
date even if a supplemental oath or declarstion is filed (§ 1.53(b);
§ 1.118). In proper cases the oath or declaration here required may
be made on information and belief by an applicant other than in-
ventor.

Section 1.67 requires in the supplemental oath or
declaration substantially all the data called for in
§ 1.63 for the original oath or declaration. As to the
purpose to be served by the supplemental oath or dec-
laration, the examiner should bear in mind that it
cannot be availed of to introduce new matter into an
application.

A new oath may be required by using Form Para-
graph 6.06.

6.06 New Oath for Subject Matter not Originally Claimed

This application presents e claim for subject matter not originelly
claimed or embraced in the statement of the invention. [1] A sup-
plemental oath or decleration is required vader 37 CFR 1.67. The
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mmhmmmmmmwmwmﬁ
whlchntuaoformnpm,prefeub!yby&mdNunﬂmmdﬁlmg
dueinthebodydtheo«honlechm;ou SeeMPEPGOZDI
602.02,

Exemliner Netes

Eaplsits new clalmed matter in beacket 1. ‘lhebﬂefmmryof
the invention must be commensurate with the claimed investion
and may be required to be modified. See MPEP 1302; 608.01(d)
and 37 CFR 1.73.

603.01 Supplemental Oath or Declaration Filed
After Allowance

Since the decision in Cutter Co. v. Metropolitan
Electric Mfg. Co., 275 F. 158 (CA 2 1921), many sup-
plemental oaths and declarations covering the claims
in the case have been filed sfier the case is allowed.
Such oaths and declarations may be filed as a matter
of right and when received they will be placed in the
file by the Patent Issue Division, but their receipt will
not be acknowledged to the party filing them. They
should not be filed or conmsidered as amendments
under 37 CFR 1.312, since they make no change in
the wordmg of the papers on file. See § 714.16.

604 AdministntionorEmtmnoanth

37 CFR 1.66. Officers authorized 1o Mr oaths,

(8) The oath or affirmation may be made beéfore sny person
within the United States euthorized by lsw o sdminister oaths. An
oath made in a forelgn country, may be made before any diplomat-
ic or coasular officer of the United States authorized to edminister
caths, or before any officer having 2n official sesl and authorized to
administer oaths in the foreign country in which the spplicant may
be, whose authority shall be proved by & certificate of a diplomatic
or coasular officer of the United States, or by an apostille of an of-
ficiel designated by a foreign country which, by treaty or conven-
tion, accords like effect to apostilles of designated officials in the
United States. The oath shall be attested in all cases in this and
other countrics, by the proper official seal of the officer before
whom the ocath or sffirmation is made. Such oath or affirmation
shall be valid as to execution if it complies with the laws of the
State or country where made. When the person before whom the
oath or affirmation is made in this country is not provided with a
seal, his official character shall be established by competent evi-
dence, as by & certificate from a clerk of 3 court of record or other
proper officer having a seal.

See § 602.04(a) for foreign executed oath.

60401 Seal

When the person before whom the oath or affirma-
tion is made in this country is not provided with a
seal, his official character shall be established by com-
petent evidence, as by a certificate from a clerk of a
court of record or other proper officer having a seal,
except as noted in § 604.03(a), in which situations no
seal is necessary. When the issue concerns the author-
ity of the person administering the oath, the examiner
should require proof of authority. Depending on the
jurisdiction, the “seal” may be either embossed or
rubber stamped. The latter should not be confused
with a stamped legend indicating only the date of ex-
piration of the notary’s commission.

See also § 602.04(a) on foreign executed oath and
seal. In some jurisdictions, the seal of the notary is
not required but the official title of the officer must be
on the oath. This applies to Alabama, California (cer-
tain notaries), Louisiana, Maryiand, Massachusetts,

New Jersey, New York, Ohio, Puerto Rico, Rhode
Island, South Carolina and Virginia.

604.02 Venue

That postioe of an ocath or affidavit indicating
where the oath is taken is known as the venue. Where
the county and state in the venue agree with the
county and state in the seal, no problem arises. If the
venue and seal do not correspond in county and state,
the jurisdiction of the notary must be determined
from statements by the notary appearing on the oath,
or from the listing at § 604.03. Venue and notary ju-
risdiction must correspond or the oath is improper.
The oath should show oa its face that it was taken
within the jurisdiction of the certifying officer or
notary. This may be given either in the venue or in
the body of the jurat. Otherwise, a new oath or decla-
ration, or a certificate of the notary that the oath was
taken within his jurisdiction, must be required. Ex
parte Delavoye, 1906 C.D. 320; 124 0.G. 626; Ex
parte Irwin, 1928 C.ID. 13; 367 O.G. 701.

Form paragraph 6.07 may be used where the venue
is not showing.

6.07 Lack of Venue

The oath lacks the ststement of venue. Applicant is required to
fornish either & new osth or declarstion in proper form, identifying
the application by serisl mumber and date of filing, or a certificate
by the officer before whom the original oath was takes stating that
the oath was executed within the jurisdiction of the officer before
whom the oath was tshem when the oath was administered. The
new oath or declarstion wmust properly identify the application of
which it is to form a pare, preferably by Serial Number and filing
date in the body of the oath or declaration. See MPEP 602.01 and
602.02.

Where the seal and venue differ the appropriate
statement on the “Notice of Informal Patent Applica-
tion” form PTO-152 should be checked.

604.03 Notaries snd Extent of Jurisdiction

The extent of the jurisdiction of the notaries in the
various states is given below.

COUNTY ONLY

Louisiana Texas
Mississippi
VARIABLE JURISDICTION
(See explanatory paragraphs below)

Alabama (a) Missouri (e)
Florida (b) Nebraska (a)
Hawaii (c) Chio (f)

fowa (d) Tennessee (g)
Kansas (e) Virginia (h)
Kentucky (d) West Virginia (d)
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STATEWIDE
All other states

(2) Alsbams snd Nebraska notaries are appointed
for counties and for state at large.

(b) Florida notary commissions are customarily for
mulumbutmyberwmﬁedbycommmmto

less then the state at large.

(c) In Hawaii it is generally limited to the judicial
circuit.

(d) In Jowa, Kentucky and West Virginia it is lxrmt-
ed to county for which appointed, but notary in any
county may qualify and act as notafy in any other
county.

(e) The Jumdnctxon of Kansas and Missouri notaries
is coextensive with county of appomtmcnt and adjoin-
ing counties.

(D In Ohio, notaries other than attorneys are ap-
pointed by the Governor for a term of 5 years and
have power to act only in county for which appoint-
ed. An attorney or any person certified by a judge of
the court of common pleas of the county in which he
resides as qualified for the duties of official- steno-
graphic reporter of such state, may, however, be
commissioned for the entire state. The extent of juris-
diction is stated near the notary’s signature. _

(g) Tennessee notary publics commissioned in one
county may file in county court of any other county
and thereupon may exercise the function of his office
in such other county. In such cases, however, the
notary must attach to his or her certificate a statement
that he or she is qualified in the county in which he
or she acts. Notaries at large are commissioned by the
Secretary of the State. Notary’s signature must indi-
cate that he or she is so qualified. Special seal is pre-
scribed by the Secretary of State.

(h) In Virginia, notaries are limited to city or
county for which appointed except that notary for
city may act in county or city contiguous thereto, and
a notary for a county may act in city contiguous
thereto. Notaries may be appointed for two or more
counties and cities or for the state at large.

The notary does not have to state when his or her
commission expires but if he or she does so state, the
oath should be inspected to determine whether or not
the notary’s commission had expired at the date of ex-
ecution of the cath.

604.0ﬁ3(a) Neotarial Powers of Some Military Of-
cers

Public Law 506 (81st Congress, Second Session)
Article 136: (a) The following persons on active duty
in the armed forces ... shall have the general
powers of a notary public and of a consul of the
United States, in the performance of all notarial acts
to be executed by members of any of the armed
forces, wherever they may be, and by other persons
subject to this code [Uniform Code of Military Jus-
tice] outside the continental limits of the United
States:

(1) All judge advocates of the Army and Air
Force;

MANUAL OF PATENT BEXAMIGNG PROCEDURE

(2) All law speciabists; :

(3) All sumemary courts-martial;

@) All sdjutents, assistant adjutants, acting adju-
tants, and personnel adjutants;

(S)Allcmdmgomcersofthel%vydeom

(6) All staff judge advocates and legal officers, and
wtmgorumunt staffjudge advocates and legal offi-
cerg; and :

(7)Allotherpersonsdes|gnatedbyreguhuonsof
the armed forces or by statute.

(d) The signature without seal of any such person
acting as notary, together with the title of his office,
shall be prima facie evxdmce of his authority.

60404 Consul

On Oct. 15, 1981, the “Hague Coavemion Abolish-
ing the Requirement of . Legalnzatmn for Foreign
Public Documents™ entered into force between the
United States and twenty-eight foreign countries that
are parties to the Conveation. See § 604.04(a). . :

thnthemthzsmademaforelgncountrynota
member of the Hague Convention Abolishing the Re-
quirement of Legalization for Foreign Public-Docu-
ments, the authority of any- officer other then 2 diplo-
matic or consular officer of the United States author-
ized to administer oaths must be proved by certificate
of a diplomstic or consular officer of the United
States. See 37 CFR 1.66, § 604. This proof may be
through an intermediary; e.g., the consul may certify
as to the authority and jurisdiction of another official
who, in turn, may certify as to the authority and juris-.
diction of the officer before whom the oath is taken.

604.04(s) Consul-Omission of Certificate

Where the oath is taken before an officer in a for-
eign country other than a diplomatic or consular offi-
cer of the United States and whose authority is not
authenticated or accompanied with an apostille certi-
fying the notary’s authority (see § 602.04(a)), the ap-
plication is nevertheless accepted for purposes of ex-
amination. The examiner, in his or her first Office
action, should note this informality and require au-
thentication of the oath by an appropriste diplomatic
or consular officer, the filing of proper apostille, or a
declaration (37 CFR 1.68). .

Form Paragraph 6.08 may be used to notify appli-
cant.

6.08 Consul-Omission of Certificate

The oath is objected to as being informal. It lacks authentication
by e diplomatic or consular officer of the United States; 37 CFR
1.66{a). This informality can be overcome either by forwarding the
original oath to the appropriste officer for suthentication os by
filing a declssation (37 CFR 1.68), if epplicant wishes to preserve
the original filing date. If authentication is desired, applicant should
request return of the oath for this purpose. Such request must be
accompanied by an order fotacopyoftheonh to be retsined in
the file until the properly authenticated oath is returned. After the
oath hes been authenticated, it should be returned promptly to the
Patent end Trademark Office. The new oath or declaration must
properly identify the application of which it is to form » pert, pref-
enblybySaulNumberandﬂhngdsteinthebﬁyoftheoahm
decleration. See MPEP 602.01 and 602.02.
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At the time of the next Office action the request for
return of the oath, together with the application file
andtheoopyoftheeath is submitted (o the group
director. If the request is approved by him, the oath
will be returned to the applicant by the examining
group.

604.06 By Attormey in Case

The language of 37 CFR 1.66 and 35 U.S.C. 115 is
such that an attorney in.the case is no longer barred
from administering the oath as notary. The Office
presumes that an attorney acting as notary is cogni-
zant of the extent of his authority and jurisdiction and
will not knowingly jeopardize his or her client’s
rights by performing an illegal act. If such practice is
permissible under the law of the jurisdiction where
the oath is'administered, then the oath is a valid oath.

The law of the District of Columbia prohibits the
administering of oaths by the attorney in the case and
hence the old bar still applies in the case of oaths ad-
ministered in the District of Columbia. If the oath is
known to be void because of being administered by
tke attorney in a jurisdiction where the law holds this
to be invalid, the proper action is to refer the file to
the Solicitor’s Office. (Riegger v. Beierl, 1910 C.D.
12; 150 O.G. 826). See §§ 1.66 and 604. ,

605 Applicant

37 CFR 141. Applicant for patent.

(a) A patent must be applied for in the name of the actual inven-
tor or inventors. Full names must be stated, including the family
name and at least one given name without abbreviation together
with any other given name or initial.

{b) Unless the contrary is indicated the word “applicant” when
used in these sections refers to the inventor or joint inventors who
are applying for z patent, or to the person mentioned in §§ 1.42,
1.43 or 1.47 who is applying for a patent in place of the inventor.

(c) Any person authorized by the applicant may file an applica-
tion for patent on behalf of the inventor or inventors, but an oath
or declarstion for the application (§ 1.63) can only be made in ac-
cordance with § 1.64.

(d) A showing may be required from the person filing the appli-
cation that the filing was authorized where such authorization
comies into question.

37 CFR 1.45. Joint inveniors. Joint inventors must apply for a
patent jointly and each must make the required cath or declaration;
neither of them alone, nor less than the entire number, can apply
for a patent for an invention invented by them jointly, except as
provided in § 1.47.

For correction of inventorship, see § 201.03.

37 CFR 1.46. Assigned inventions and patents. In case the whole
or a part interest in the invention or in the patent to be issued is
assigned, the application must still be made or authorized to be
made, and an oath or declaration signed, by the inveator or one of
the persons mentioned in §§ 1.42, 1.43, or 1.47. However, the patent
may be issued to the assignee or jointly to the inventor and the as-
signee as provided in § 1.334.

This section concerns filing by the actual inventor.
If filed by other, see § 409.03.

NoTE
Disposition of application by inventor, § 301. Inven-
tor dead or insane, § 409.
60501 Applicant’s Citizenship

The statute (35 U.S.C. 115) requires an applicant to
state his or her citizenship. Where an applicant is not

a citizen of any country.astatementtothisdfecus
accepted as satisfying the statutory requirement; but a
statement as to citizenship applied for or first papers
taken out looking to future citizenship in this (or any
other) country does not meet the requirement.

605.02 Applicant's Residence

Applicant’s place of residence (not to be confused
with his post office address) can be furnished by the
attorney. In the case of an applicant who is in the
U.S. Army or U.S. Navy, a statement to that effect is
sufficient as to residence. For change of residence see
§ 717.02(b).

When the post office address is supplied but the
residence is omitted, the post office address is pre-
sumed to be the city and state of his or her residence.
Applicant should be so notified by using Form Para-

graph 6.09.
6.09 Residence Omitted

Applicant’s residence has been omitted from the papers. The city
and state of applicant’s post office address will be presumed to be
the city and state of the residence. If the above is incorrect, appli-
cant should submit a2 ststement as to place of residence no later
than at the time of payment of the issue fee.

Examiner Note:

1. If both the post office address and residence are momplcte.,
not uniform or omitted, Form PTO-152 should be used.

2. Form PTO-152 is also used to notify applicant that the post
office address is incomplete or omitted.

If both the post office address and residence are in-
complete, not uniform or omitted, the “Notice of In-
formal Pateat Application” form PTO-152 should be

used. Note 37 CFR 1.33(a). ;
605.03 Applicant’s Post Office Address

Each applicant’s post office address must be sup-
plied on the oath or declaration, 37 CFR 1.33(s), if
not stated elsewhere in the application. Applicant’s
post office address means that address at which he or
she customarily receives his or her mail. The post
office address should include the ZIP Code designa-
tion.

When a township is listed in the applicant’s address,
a county name must also be given.

The object of requiring each applicant’s post office
address is to enable the Office to communicate direct-
ly with the applicant if desired; hence, the address of
the attorney with instruction to send communications
to applicant in care of the attorney is not sufficient.

Where having given complete data as to residence,
the applicant identifies his or her post office address
only by street and number, it is assumed and so ac-
cepted, that the city and state of residence are the city
and state of his or her post office address.

The “Notice of Informal Patent Application”
attachment form PTO-152 is used to notify applicant
that the post office address is incomplete or omitted.
Note 37 CFR 1.33(a).

605.04 Applicant’s Signature and Name

37 CFR 1.64 Person making oath or declaration.

(a) The oath or declaration must be made by all of the actual in-
ventors except as provided for in §§ 1.42, 1.43, or 1.47.
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EXECUTION OF OATHS OR DECLARATIONS OF PATENT
" APPLICATIONS

United States patenit applications which have not
beenprepnedandexecutedmwmadmcethhthe
requirements of Title 35 of the United States Code
and Title 37 of the Code of Federal Regulations may
be abandoned or may be, in appropriate circum-
stances, stricken from the files as having been improp-
erly executed and/or filed. Although the statute and
the rules have been in existence for many years, the
Office continues to receive a number of applications
which have been improperly executed and/or filed.
Since the improper execution and/or filing of patent
applications can ultimately result in a loss of rights it
is appropriate to re-emphasize the importance of
proper execution and filing.

It is improper for an applicant to sign an ocath or
declaration which is not attached to or does not iden-
tify a specification and/or claims. See 37 CFR 1.56(c)
which provides that “(a)ny application may be strick-
en from the files if:

(1) An oath or declaration pursuant to § 1.63 is
signed in blank;

(2) An oath or declaration purusant to §1.63 is
signed without review thereof by the person making
the oath or declaration;

(3) An oath or declaration pursuant to §1.63 is
signed without review of the specification, including
the claims, as required by § 1.63(b); or

(4) The application papers filed in the Office are al-
tered after the signing of an oath or declaration pursu-
ant to § 1.63 referring to those application papers.

“Attached” does not necessarily mean that all the
papers must be literally fastened. It is sufficient that
the specification, including the claims, and the oath or
declaration are physically located together at the time
of execution. Physical connection is not required.

The provisions of 35 U.S.C. 363 for filing an inter-
national application under the Patent Cooperation
Treaty (PCT) which designates the United States and
thereby has the effect of a regularly filed United
States national application, except as provided in 35
U.S.C. 102(e), are somewhat different than the provi-
sions of 35 U.S.C. 111. The oath or declaration re-
quirements for an international application before the
Patent and Trademark Office are set forth in 35
U.S.C. 371(c)4) and 37 CFR 1.70. 37 CFR 1.52(c)
states that “(nJo . . . alterations are permissible after
the signing of an oath or declaration referring to
those application papers.” It is improper for anyone,
including counsel, to complete or otherwise alter ap-
plication papers, including the oath or declaration,
after the applicant has executed the same. Section
1.36(c) provides that “(a)ny application may be strick-
en from the files if: . . .

(4) The application papers filed in the Office are al-
tered after the signing of an oath or declaration pursu-
ant to § 1.63 referring to those application papers.

In summary, it is emphasized that the.
ﬁbdmustbetheappucmmexecuwdbymemph
cant and it is improper for aayone, including counsel,
to alter, rewrite, or partly fill in any part of the appli-
cation, including the oath or declaration, afier execu-
tion of the cath or declaration by the applicant. This
provision should particularly be brought to the atien-
tion of foreign applicants by their United States coun-
sel since the United States law and practice in this
area may differ from that in other countries.

The signing and execution by the applicant of caths
or declarations in certain applications may be omitted.
§8 201.06 and 201.07.

NoTE: Signature to response see §§ 714.01 (a) to (e).

FacsiMiLE COPIES

From October 1, 1978 uatil February 27, 1983, the
Office had accorded a filing date to facsimile or other
reproduced copies of United States national patent ap-
plications meeting the requirements of 35 U.S.C. 111
as it ‘then existed, even though the signature on the
oath or declaration was only a copy.

Anthonty for this practice was found in 35 U.S.C.
26 ss interpreted by the District Court decisions Neer-

gaard v. Dann, Civil Action No. 76-536, December

20, 1976 (D.D.C.) and Dietzel et al. v. Commissioner of
Patents and Trademarks, Civil Action No. 75-0298,
December 22, 1976 (D.D.C.).

Since 35 U.S.C. 111 as amended by Public Law 97-
247 and 37 CFR 1.53 now provide (since February
27, 1983) for the filing of the oath or declaration in a
national patent application at a date later than the
filing date of the application, such emergency situa-
tions should no longer arise. Facsimile or other repro-
duced copies of papers with signatures will, however,
continue to be accepted under 35 U.S.C. 371 to enter
the national pbase in the United States under the
Patent Cooperation Treaty since no relief from the re-
quirement for filing the oath or declaration was pro-
vided therefor in Public Law 97-247.

The filing of facsimile or cther reproduced copies
of signatures on any papers required to be filed will
not serve to meet any due date or to stop any period
for response from rumning except under 35 U.S.C.
371. For example, the filing of a facsimile copy of an
oath or declaration will not serve to stop a time
period set in accordance with 37 CFR 1.53(d) from
running so as to avoid the payment of extension fees
pursuant to 37 CFR 1.136(z). A paper without an
original signature will be considered to be unsigned
except under 3§ U.S.C. 371. The previous practice of
accepting telegraphic amendments pending the filing
of a properly signed confirmation of such telegraphic
amendment is also discontinued in view of the svail-
ability of the Certificate of Mailing practice provided
by 37 CFR 1.8 and the ability to utilize 37 CFR
1.136(2) to obtain extensions of time.

It should be recognized that this practice was in-
tended for emergency situetions to prevemt loss of
valuable rights and was not to be used routinely for
filing applications.
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PARTS, FORM AND CONTENT OF APPLICATION

“Since' February 28, 1983 facsimile or other repro-
duced copies may still be filed to obtain an applica-
tion filing date but such copies will be treated as lack-
ing a signature.

60504(b) OueFall Given NmeRe@ired

'All applications which disclose the full first and last
names with middle initial or name, if any, of the appli-
cant at any place in the application papers will be re-
ceived and considered as a sufficent compliance with
37 CFR 1.41.

When a full given name of the applicant does not
appear either in the s:gnature or elsewhere in the
papers the examiner will, in the first official action,
require an amendment over applicant’s signature sup-
plymg the omission, and will not pass the application
to issue until the omission has been supplied unless a
statement has been filed over the applicant’s own sig-
nature setting forth that his or her name as signed
contains at least one given name without abbreviation
or what is in fact his or her full given name. Form
Paragraph 6.10 may be used.

610 Full Given Name Does Not Appear o

It appears that at least one full given name of spplicant [1] is not
present either in the signature or elsewhere in the papers. This ap-
plication will not be passed to issue until the omitted name has been
supplied or uanless a statement has beer supplied over the appli-
cant's signature setting forth that the name 2s signed is the actual
full name of applicant [2]. See MPEP 605.04.

No affidavit should be required.

The requirement should be made only when all of
the given names in the signature appear as mere ini-
tials or as what can be only an abbreviation of a
name.

One given name without abbreviation, together
with any other given name or initial must appear
somewhere in the papers as filed. Otherwise, appro-
priate amendment is required. For example, if the ap-
plicant’s full name is John Paul Doe, either “John P.
Doe” or “J. Paul Doe” is acceptable.

In an application where the name is typewritten
with a middle name or initial, but the signature is
without such middle name or initial, action should be
taken as follows:

In the first Office letter, call attention to the lack of
uniformity and request information over the appli-
cant’s signature as to the correct form of his or her
name, together with any necessary amendment.

If applicant, in reply, gives the name without the
middle name or initial unaccompanied by any instruc-
tions to amend the typewritten name, the reply may
be interpreted as a direction to cancel the middle
name or initial from the application.

If applicant gives the name with the middle name
or initial, interpret the reply as a direction that the
middle name or initial is to be used in the name on
the printed patent. As the printer takes the name from
the face of the file wrapper, the middle name or initial
should be added thereto in red ink.

-If applicant fails to answer the request and the case
is otherwise ready for issue, prepare am examiner’s
amendment indicating that the name on the drawing

hasbeeneorrectedtoconupondwnh the signature
or signatures. and pass the case 1o issue. This cannot
be done if there are inconsistencies in the sngnatm
of the same applicant.

There should be uniformity notwithstanding that
fack of it is not sufficient to affect the validity of the
patent.

When the name on the file wrapper is corrected,
the file should be sent to the Application Division for
correction of its records.

605.04(c) Applicant Changes Name '

In cases where an applicant’s name has been
changed after the application has been filed and the
applicant desires that the patent when issued carry an
endorsement as to the change in his or her name, he
or she must submit & recording fee accompanied by
either an affidavit signed with both names and setting
forth the procedure whereby the change of name was
effected, or a certified copy of the court order, such
papers are recorded by the Application Division
where the new name is added on the file wrapper. -

No change is made on the face of the file by the
clerk of the examining group. A suitable endorsement
is made by the Application Division.

Where the change of name is merely by : amend—
ment, such as the addition of a full first name or a
middle initial and mo affidavit is required, the file is
sent to the Application Division for a change in their
records and if the application is assigned it will be
forwarded by the Apphcanon Division to the Assign-
ment Division for a change in assignment record.

605.04(d) Applicant Unable to Write

If the applicant is unable to write, his or her mark
as affixed to the oath or declaration must be attested
to by a witness. In the case of the oath, the notary’s
signature to the jurat is sufficient to authenticate the
mark.

605.04(e) May Use Title With Siguature

It is permissible for an applicant to use a title of no-
bility or other title, such as “Dr.”, in connection with
his signature. The title will not appear in the printed
patent.

605.04(f) Signature on Joint Applications—
Order of Names

The order of names of joint patentees in the head-
ing of the patent is taken from the order in which the
typewritten names appear in the original oath or dec-
laration. Care shoulid therefore be exercised in select-
ing the preferred order of the typewritten names of
the joint inventors, before filing, as requests for subse-
quent shifting of the names would entail changing nu-
merous records in the Office. Since the particular
order in which the names appear is of no consequence
insofar as the legal rights of the joint applicants are
concerned, no changes will be made except for good
reasons. A request to change the order of names must
be signed by either the attorney or agent of record or
all the applicants. It is suggested that all typewritten
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mdngnednames mtbe ication papers
mouldbemthemeorderasthetypewnmnmmes
in the oath or declaration.

In those instances where the Jmnt appkcants file
separateoathsordechrmons,theorderofnameus
taken from the order in which the several oaths or
declarations appeur in the apphcatxon papers unless a
different order is requested at the time of filing.

605.04(g) Whea Name Is Correcwd, Seand to Ap-
plication Division

When the name is corrected by amendment or the
order of the names is changed, the file should be sent
to the Apphcatxon Division for correction of the
name in its record. When the name is changed, see
§605.04(c). =
605.05 Administrator, Executor, or Other Legal

Representative .

-In an application filed by a legal representative of
the inventor, the spec:ﬁcauon should not be wntten in
the first person.

- For: prosecutwn by admmxstrator or: executor, see
§ 409.01(z). X -

- For prosecutlon by heus, see §§40901(a) and
409 .01(d).

For: prosecutnon by repraentanve of legally mca-
pacitated inventor, see § 409.02.

For - prosecution by other than inventor, see
§405.03. : :

605.05(s) Signature of Legal Representative

If the specification bears the signature of the admin-
istrator or executor but omits the matter, “administra-
tor of the Estate of John Jones, deceased,” the matter
can be added by amendment. The examiner may make
the amendment if the case is otherwise ready for
issue.
605.06 Filing by Other Than Inventor

See § 409.03.

606 Title of Invention

37 CFR 1.72(a). The title of the invention, which should be as
short and specific as possible, should sppear as 2 heading on the
first page of the specification, if it does not otherwise appear at the
beginning of the application.

606.01 Examiner May Require Change in Title

Where the title is not descriptive of the invention
claimed, the examiner should require the substitution
of a new title that is clearly indicative of the inven-
tion to which the claims are directed. Form Para-
graph 6.11 may be used.

411 Title of Invention Is Not Descriptive

The title of the invention is not descriptive. A new title is re-
quired that is clearly indicative of the invention to which the claims

are directed.

Ezowminer Note:
it & title is suggested by the Examiner, add after “directed”: The

following title is suggested:

This may result in slightly longer titles, but the loss
in brevity of title will be more than offset by the gain
in its informative value in indexing, classifying,

; AL I OF PATENT. EXAMINING, macsnuna

sumhmg,mlfamﬁsfactorymleunotmpwndhy
the applicant, the examiner may change the title by
examiner’s amendment or by initialing, at the time of
allowance.

If a change in. title is the oaly change being made
by the examiner at the time of allowance, a separate
examiner’s amendment need not be The
chaagemmlewdlbemcorporatedmthenoﬁceof
allowance. This will be accomplished by placing an
“X> in the designated box on the notice of allowance
form and entering thereunder the title as changed by
the examiner who should initial the face of the file

wrapper.

However, if an examiner’s amendment must be pre-
pared for other reasons any change in title will be in-
corporated therein.

Inasmuch as the words “improved”, “improvement
of” and * mprovement in” are not considered as part
of the title of an invention, the Patent and Trademark
Office does not include these words at the beginning
of the title of the invention.

607 Filing Fee

“ 35 US.C 4L Patent fees. (8) 'l'he Commissioner shall charge the
following fees:

1 Onﬁlmgachappbcauonforanongmal patent, except im
design or plant cses, $300; in addition, on filing or on presentation
2t any other time, $30 for each claim in independent form which &
in excess of three, $10 for each claim (whether independent or de-
pendent) which is in excess of twenty, and $100 for each applica-
tion comtsining s multiple dependent claim. For the purpose of
computing fees, 2 multiple dependent claim as referred to in section
llZofthsnzlearmych:mdependmgtherefromsbaﬂbewmd
ered as separate dependent claims in accordance with the number
of claims to which reference is made. Errors in payment of the ad-
ditional fees may be rectified in accordance with regulations of the
Commissioner.

2. For issuing each original or reissue patent, except in design or
plant cases, $500.

3. In design snd plant cases:

a. On filiag each design application, $125.
b. On filing each plant application, $200.
¢. On isswing cach design patent, $175.

d. On issuing each plant patent, $250.

4. On filing each application for the reissue of a patent, $300; in
addition, on filing or on presentation at any other time, $30 for
each claim in independent form which is in excess of the number of
independent claims of the original patent, and $10 for each claim
(whether independent or dependent) which is in excess of twenty
and also in excess of the number of claims of the original patent.
Errors in payment of the sdditionsl fees may be rectified in accord-
ance with regulations of the Commissioner.

5. On filing esch disclaimer, $50.

6. On filing an appea! from the examiner to the Board of Ap-
peals, $115; in addition, on filing a brief in support of the appeal,
$115, and on requesting an orel hearing before the Board of Ap-
peals, $100.

7. On filing each petition for the revival of an unintentionally
sbandoned spplication for a patent or for the unintentionally de-
layed payment of the fee for issuing each patent, $500, unless the
petition is filed under sections 133 or 151 of this title, in which case
the fee shall be $50.

8. For petitions for one-month extensions of time to take actions
required by the Commissioner in an application:

a. On filing a first petition, $50.
b. On filing a second petition, $100.
¢. On filing a third or subsequent petition, $200.
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37 CFR 116 National miicmionﬁlluﬁu

J(l) Bmcfeefocﬁmm-ppbeamfanmu—
nal patent, except design or plant cases:
By a small eatity (§ 1.9(D).......... :
By other then s sinell entity....... .
®) Innddimwthebmcﬁhngteemnaw
xpp!ncmon. for filing or later presentation of
clgim in excess of 3:
Byamllmtny(!lﬂf)) : 15.00
By other than s small entity 30.00
(©) ‘lnaddmntothehmcﬁlmgfeemmonml
application, for filing or later presentation of
esch claim (whether independent or depead-
ent) in excess of 20 (Mote thet § 1.75(c) imdi-
cates how- multiple dependent cleims are cos-
sidered for fee celculation purpoees.):’ :
By a ernsll entity (§ £.9(D). . . 5.060
By other than & small entity.... . 10.00
@ lnadditiontotbehaﬁcﬁlingfeeinnnoriﬁm ‘
- -applicetion, if the' application contsins, or i
- gmended -to comtain, s multIple depeudac‘
o oeoclsimds); per application: ’
' Byamllmmy(!mt» : 3000
- By-other then a smalf entity 100.60
(If the additionsl fees required by peragraphs
- (), (c) end (d) are not paid on filing or on later
- presentation of the claims for which the addi-
 tional fees are due, they must be paid or the
claims cancelled by smendment, prior to the
expiration of the time period set for
by the Office in any notice of fee deficiency.)
{¢) Surcharge for filing the basic filing fee or cath or
‘ dechnuonon:dmlaterthantheﬁlmgdm
- of the spplication:
By a small entity (§ 1.9(D) 50.00
By other than a small entity. 10000
(f} For filing each design spplication:
By a small entity (§ 1.9() 6250
" By other than a emall entity 125.00
(&) Basic fee for filing each plant application:
By & smsll entity (§ 1.%(f))
By other than a small entity
(h) Basic fee for filing each reissue application:
By a small entity (§ 1.9(6))
By other than a small entity
() In addition to the besic filing fee in a reissue
spplication, for filing or later presentation of
each independent claim which is in excess of
the number of independent claims in the origi-
nal patent:
By a small entity (§ 1.%6) 15.00
By other than a small entity 30.00
() In sddition to the basic filing fee in & reissue
application, for filing or later presenmtation of
each claim (whether independent or depend-
ent) in excess of 20 and also in excess of the
number of claims in the origina] patent, (Note
that § 1.75(c) indicates how multiple dependent
claims are considered for fee purposes.):
By a small entity (¢ 1.9(5) 5.00
By other than a small entity 10.00
{Note, see §1.445 for international application
filing and processing fees.).

$150.00
300.00

100.00
200.00

150.00
300.00

The above wording of 35 U.S.C. 41 and 37 CFR
1.16 came into force on October 1, 1982 and is effec-
tive to all U.S. patent spplications filed on and after
that date.

See § 608.01(n) for multiple dependent claims.

The fee amounts referred -to in the next 3 pare-
graphs may be reduced by 50% if small entity status
is established under 37 CFR 1.27.

When filing an application, 8 basic fee of $300 enti-
tles applicant to present (20) cleims including not
more then (3) in independent form. If claims in excess
of the sbove are included at the time of filing, en ad-
ditional fee of $30 is required for each i
claim in excess of three, and a $10 fee for each claim
in excess of twenty (20) claims (whether independent
or dependent). The fee for proper multiple dependent
claims is $10 for each dependency 37 CFR 1.75(c)
and $100 per application containing a proper multiple
dependentclmm(mapphcmomwhereapropermul
tiple dependent claim is presented for the first time
after October 1, 1982. For an improper multiple de-
pendent claim the fee is $10.

Upon submission of an amendment (whether en-
tered or not) affecting the claims, payment of the fol-
lowing additional fees is reguired in a pending appli-
cation whether the application was filed before or
after October 1, 1982:

' $30—for each independent claim pending in
excess of 3 or the number of independent claims
already paid for.
$10 for each claim pending in excess of 20 or the
total number already paid for. A proper multiple
dependent claim counts as ome claim for each
claimm referred to. (It should be recognized that
the basic $300 fee pays for twenty (20) claims,
three of which may be independent, regardless of
the number actually filed.)

The Application Division has been authorized to
accept all applications, otherwise acceptable, if the
basic fee of $300 is submitted, and to require payment
of the deficiency within a stated period upon notifica-
tion of the deficiency.

Amendments before the first action, or not filed in
response to an Office action, presenting additional
claims in excess of the number already paid for, not
accompanied by the full additional fee due, will not
be entered in whole or in part and applicant will be
so advised. Such amendments filed in reply to an
Office action will be regarded as not responsive there-
to and the practice set forth in § 714.03 will be fol-
lowed.

The additional fees, if any, due with an amendment
are calculated on the basis of the claims (total and in-
dependent) which would be present, if the amendment
were entered. The amendment of a claim, unless it
changes a dependent claim to an independent claim or
adds to the number of claims referred to in a multiple
dependent claim and the replacement of a claim by a
claim of the same type unless it is a multiple depend-
ent claim which refers to more prior claims, do not
require any additional fees.

For purposes of determining the fee due the Patent
and Trademark Office, a claim will be treated as de-
pendent if it contains reference to one or more other
claims in the application. A claim determined to be
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607.02

damdeatbytlmtmwﬂlbemteredlfthefeepmd
reflects this determination.

Any claim wh:ch:sindcpeadent&mnb&whehm
80 worded that it, in fact is mot, as for example it does
not include every limitation of the claim on which it
depends, will be required to be canceled as not being
a proper dependent claim; and cancellation of any fur-
ther claim depending on such a dependent claim will
be similarly required. The applicant may thereupon
amend the claims to place them in proper depeadent
form, or may redraft them as independent claims,
upon payment of any necessary additional fee.

After a requirement for restriction, nonelected
claims will be included in determining the fees due in
connection with a subsequent amendment unless such
claims are canceled. . .

An amendment canceling clauns accompanymg the
papers constituting the application will be effective to
diminish the number of claims to be considered in cal-
culating the filing fees to be paid. -

The ‘additional fees, if @ any, due wnth an amcndment
are required prior to any consxderatmn of the amend-
ment by the examiner.

Money paid in connection’ ‘with the ﬁlmg of a pro-
posed amendment will not be refunded by reason of
the nonentry of the amendment. However, unentered
claims will not be counted when calculating the fee
due in subsequent amendments.-

Amendments aﬁ‘ectmg the claims cannot serve as
the basis for granting any refund.

See § 1415 for reissue apphcatlon fees.

607.02 Returnability of Fees

All questions pertaining to the return of few are re-
ferred to the Refund Section of the Accountmg Divi-
sion of the Office of Finance. No opinions should be
expressed to attorneys or applicants as to whether or
not fees are returnable in particular cases.

608 Disclosure

In return for a patent, the inventor gives as consid-
eration a complete revelation or disclosure of the in-
vention for which protection is sought. All amend-
ments or claims must find basis in the original disclo-
sure, or they involve new matter. Applicant may rely
for disclosure upor the specification with original
claims and drawings, as filed. See 37 CFR §§1.118
and 608.04.

If during the course of examination of a patent ap-
plication, an examiner notes the use of language that
could be deemed offensive to any race, religion, sex,
ethnic group, or nationality, he or she should object
to the use of the language as failing to comply with
the Rules of Practice. Section 1.3 proscribes the pres-
entation of papers which are lacking in decorum and
~curtesy. There is a further basis for objection in that
the inclusion of such proscribed language in 2 Federal
Government publication would not be in the public
interest. Also, the inclusion in application drawings of
any depictions or caricatures that might reasonably be
considered offensive to any group should be similarly
objected to, on like authority.

MANUAL OF PATENT EXAMINING FROCEDURE

issue until such hnguage or dﬂwmss have g

leted, or questions re!mng to the propriety therof
fully resolved.

For design application practice see 51504
608.01 Specification

35 US.C. 22 Printing of papers filed. The Compsissioner may te-
quu'epapenﬁldmmel’uentdemdemtomectobepnnwd
or typewritten.

37 CF.R. 1.71. Detsiled description and specification of the inven-
tior. (a) The specification must inclede o written description of the
invention or discovery sad of the manper sad process of making
and using the same, and is required to be in such full, clear, con-
cise, and exact termas & to enshble any person skilled in the art or
science to which the invention or discovery appertains, or with
which it is most nearly connected, (o make and use the same.

(b) The specification must set forth the precise imvention for
which a patent is solicited, in soch menner &5 to distinguish it from
other inventions and from what is old. It must describe completely
a specific embodiment of the process, machine, manufacture, com-
position of matter or improvenient invented, and must explain the
mode of operation or principle wheaever applicable. The best mode
contemplated by the inveator ofwrymgomhnmvenuon must be
set forth.

(c)lnthecaseofm:mpovanen&,thespeuﬁmonmwpamcu
larly point out the part or perts of the peocess, machine, manufac-
ture, or composition of matter to which the improvement relates,
and the description should be coufined to the specific improvement
and to such paris as necessarily cooperate with it or s may be nec-
essary to a complete understanding or description of it.

Certain cross notes to other related applications
may be made. References to foreign applications or to
applications indentified only by the attorney’s docket
number should be required to be cancelled. See 37
CFR 1.78 and § 202.01.

37 CFR 1.52. Language, paper, writing, margins. (2) The applica-
tion, any amendments of corrections thereto, and the oath or decla-
ration must be in the English language ezcept as provided for in
§ 1.69 and paragraph (d) of this section, or be accompenied by &
verified translation of the application and a transistion of any cor-
rections or amendments into the English language. All papers
which are to become a part of the permanent records of the Patent
and Trademark Office must be legibly written, typed, or printed in
permanent ink or its equivalent in quality. All of the application
papers must be presented in a form having sufficient clarity and
contrast between the paper and the writing, typing, or printing
thereon to permit the direct production of readily legible copies in
any number by use of photographic, electrostatic, photo-offset, and
microfilming processes. If the papers are not of the required gual-
ity, substitute typewritten or printed papers of suitable quality may
be required.

(b) The application papers (specification, including claims, ab-
stract, oath or declaration, and papers as provided for in §§ 1.42,
143, 147, etc.) and also papers subsequently filed, must be plainly
written on but one side of the peper. The size of all sheets of paper
should be 8 to 81% by 10% to 13 inches (20.3 to 21.6 cm. by 26.6 to
33.0 cm.) A margin of at least approximately 1 inch (2.5 cm.) must
be reserved on the lefi-hand of each page. The top of each page of
the application, including claims must have a margin of at lesst ap-
proximately % inch (2 cm.). The lines must not be crowded too
closely together; typewritten lines should be 1% or double spaced.
The pages of the application including cleims and abstract shouid
be numbered consecutively, starting with 1, the numbers being cen-
teally located above or preferably, below, the text.

(c) Any interlineation, erasure, or cancellation or other slteration
of the application pspers filed must be made before the signing of
any accompanying oath or declaration pursusat to § 1.63 referring
to those spplication pepers and should be dated and initisled or
signed by the applicant on the same sheet of paper. No such alter-
ations in the application papers are permissible after the signing of
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: - popers,’ y only be.

:mmmudedbyﬂllnudﬂn-l 128, . o

‘ (d)Anapplmﬂmmludmgamedoﬂhordeckntmmybe
: other thai' English if it is’ by the

foe et forth @ § 1.17(k). A’ verified 'Eaglish’ translation of the non-

AWWanwummww

cation or within such time 26 may be set by the Office. . -

37 CFR 1.38 Chemicol and mathematical formulas and tables. (8)
ﬁespeclﬁcanon.includingthechm.myconwnchemmlmd
Mlomula,bm:hﬂnmmnduwmgsorﬂowdn-
grems. The description portion of the specification may  contain
tables; claims may contain tebles only if necéssary to conform to 35
U.S.C. 112 or if otherwise found to be desirable. . :

(b)Aﬂublunndcbemmlmdmtbemaucalformubsmthc
specification, including claima, sid smendments thereto, must be on
paper which is flexible; strong, white, smooth, nonshiny, and dura-
ble, in. onder to permit use a8 cmmers copy when printing smy
patent which may issue, Asoodgndeofbondpapcnsweepuble,
watermarks should not be prominent. Indis ink or ifs equivalent, or
nohdbhclxtypewmerahouldbemedtosecnreperfectlyblack
solid mes. - .

(c)Toflcikmecmcncopmwhenpmung.thcwﬂthoffor-
mulss and tsbles a3 preseated should be limited normally to.5
mcha(lZJcm.)sothunmyappuruamglecolumnmthe
prmledpmt.lfﬂunotpouﬂﬂewhmnthewndthohformuhor
table to 5inches (12.7 &m.), it is permingible’ to present’ the formula
or. tehle with ‘2 mexiwm width of 10% iaches (37.3.cm.) and to
place & sideways on the sheet. Typewritten characters used it such
formuiss and tables must be from a block (nonscript) type font or
lettering style having capital letters which dre at least 0.08 inch (2.1
men.) bigh (elite type). Hond letiering minst be nedt, clean; and have
& minimum character height of 0.08 inch (2.1 mm.). A spece st least
Y inch (6.4 mm.) high should be provided between complex for-
mulss snd tsbles and the text. Tables should have. the lines and col-
umns of dsta closely spacedtocomerve space, consutcnt with high
degree of legibiity.

In order that spectﬁcatmns may be expedmously
handled by the Office, page numbers should be placed
at the center of the top or bottom of each page. Itisa
common practice and a commendable one, to con-
secutively number all the lines or every fifth line of
each page. A top margin of at least 3 inch should be
reserved on each page to prevent possible mutilation
of text when the papers are punched for insertion in a

file wrapper.

Applicants should make every effort to file patent
applications in a form that is clear and reproducible.
The Office may accept for filing date purposes papers
of reduced quality but will require that acceptable
copies be supplied for further processing. Typed,
mimeographed, xeroprinted, multigraphed or non-
smearing catbon copy forms of reproduction are ac-
ceptable.

Legibility includes ability to be photocopied and
photomicrographed so that suitable reprints can be
made. This requires a high contrast, with black lines
and a white background. Gray lines and/or a gray
background sharply reduce photo reproduction qual-
ity. Legibility of some application papers may become
impaired due to abrasion or aging of the printed mate-
rial during examination and ordinary handling of the
file. It may be necessary to require that legible and
permanent copies be furnished at later stages after
filing, pasticularly when preparing for issue.

Some of the patent application papers received by
the Patent and Trademark Office are copies of the

original, ribbon copy, These are acceptable.if, in-the
ommofthcﬂfﬁce theymleglblenndpermnem
The paper used must have a surface such that
ameadm:mybewmtenthereonmmk So-called
“Easily Erasable” paper having a special coating 8o
that erasures can be made more. easily may not pro-
vide a “permanent” copy. Sectioa 1.52(a). If a light
pressure of an ordmary (pencil) eraser removes the
imprint, the examiner should, as soon as this béecomes
evident, notify applicant by use of Form Paragraph
6.32 that it will be necessary for him or her to order a
copy of the specification and claims to be made by
the Patent and Trademark Office at the applicant’s ex-
pense for incorporation in the file. It is mot necessary
to return thie copy to applicant for s&gnature ‘

632 Application on Eastly Evasable }’hper

The application papers are objected to because they are not a
permanent copy as reqmred by 37 CFR 1. 52(:) Reference is made
to [1]. '

Applicant is required either (1) to submit permanent copies of the

identifiéd parts or (2) to order a photocopy of the sbove identified
parts to be made by thé Patent and Trademark Office at appllcant'

expemeformurpamonmtheﬁ!e. SeeMPEPﬁm.Oi
In the: “bncka sde:mjj- i) all of the spenﬁazmn, 2) pages of the
specification; 3) claims; 4) oath, dev:lamnba. $) ewc.

See in re Benson, 1959 C.D. 5 744 O.G. 353. Re-
productions prepared by heat-sensitive, hectographic
or spirit duplication processes are also not satisfac-
tory.

The specaﬁcation is sometm in such faulty Eng-
lish that a new specification is necessary, but new
specifications encumber the record and require addi-
tional reading, and hence should not be required or
accepted unless it is clear to the examiner that accept-
ance of a substitute specification would facilitate proc-
essing of the application. See 37 CFR 1.125,

Form Paragraph 7.29 may be used where the dis-
closure contains informalities.

7.29 Disclosure Objected to, Minor Informalisies

The disclosure is objected to because of the following informal-
ities: [1] Appropriate correction is required.

Exnminer Notez

Use this paragraph to pomt out minor informalities such as spell-
ing ervors, inconsistent terminology, numbering of efements, etc.,
which should be corrected. See paragraphs 6.28 to 6.32 for specific
informalities.

The specification does not require a date.

If a newly filed application obviously fails to dis-
close an invention with the clarity required by 35
U.S.C. 112, revision of the application should be re-
quired. See § 702.01.

As the specification is never returned to applicant
under any circumstances, the applicant should retain a
line for line copy thereof, each line, preferably,
having been consecutively numbered on each page. In
amending, the attorney or the applicant requests inser-
t;;)nf, cancellations, or alterations, giving the page and
the line.
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- Section 1. reloting to interlineations
Mm msgcdyenlommlnre

129 USPQ 364. '
, FamPumpluGMﬂnbouldbemdwhm

appropeiate.
639 Spacifosson, Spacing o Lines

mmamm«mmhmhuwm '

reading eud eatry of smeadments difficule. New spplication papers
with lines double spaced oa good quality paper are requised.
€30 Numerous Gremmaticel Errors

The wpecification is replete with ;rmmul
ermors (00 Bumercus to mention specifically. wectﬁanon
shoﬁheuvnedwefully Empluotachmnm (il
631 Lqmwmlmboc“

The leagihy specification has not been chacked to the extent nec-
essary to determine the presence of all possible minor errors. Appli-
cant’s cooperstion is requested in correcting any ervors of which
tpphc-emybeoomeawmmthemﬁam

Exsmbror Note:

Mpnwhnsapphc&blemm!led“lumbocam"

st-z oF M!muc SYSTEM OF MEASUREMENTS IN
PATBNTAPPUCATIONS

In order to minimize the necemty in the future for
coverting dimensions given in the English system of
messurements {0 the metric system of measurements
when using printed patents as research and prior art
search documents, all patent applicants are strongly
enconragedtousee:ther(l)onlyMc(Sl)umts, or
(2) English units together with their metric system
equivalents, when describing their inventions in the
specifications of patent applications. This practice,
however, is not being made mandatory at this time.

The initials S.I. stand for “Systeme International
d’Unites”, the French name for the International
System of Units, a modernized metric system adopted
in 1960 by the Internstional General Conference of
Weights and Measures based om precise unit meas-
urements made possible by modern technology.

FILING OF NON-ENGLISH LANGUAGE APPLICATIONS

37 CFR 1.52 Language, paper, writing, marngins.

(d) An spplication incleding a s:gned oath or declaration may be
filed in & other than if it is sccompanied by the
fee set forth in § 1.17(k). Avenﬁcdmmhuonofthenon-
English langusge applicstion is required to be filed with the appli-
cation or within such time as may be set by the Office.

The Patent and Trademark Office will accord a
filing date to an application meeting the requirements
of 35 U.S.C. 111 even though some or all of the appli-
cation papers, including the written description and
the claims, is in a language other than English and
hence does not comply with 37 CFR 1.52, provided;

(1) the oath or declaration was physically at-
tached to the specification and claims when signed
or identifies the specification and claims to which it
refers, and

(2) the application papers are accompanied by the

fee set forth in § 1.17(k).

A verified English translation of the non-English
language papers should either accompany the applica-
tion papers or be filed in the Office within the time
set by the Office.

MANUAL OF PATENT EXAMINING PROCEDUR

return post caid,; each containing’ the’ followmg identi-
fymg data in English:’(a) applicant’s name(s); (b) title
of invention; (c) number of pages of. specification,
claims, and sheets of drawings; (d) whether oath or
declaration was filed and (e) amount and manner ‘of
paying the filing fee.

The translation must be a literal translation verified
as such by the translator, and must be accompanied
by a signed request from the applicant, his or her at-
torney or agent, asking that the verified English trans-
lation be used as the copy for examination purposes in
the Office. If the verified English transiation does not
conform to-idiomatic English and: United States prac-
tice it should: be accompamed by a preliminary
amendment making the necessary changes without the
introduction of mew matter prohibited by 35 U.S.C.
132. In the event the verified literal ‘translation: is not
timely filed in the Office the applxcatton will be re-
garded as abandoned. o

It should be recogmzed that thxs pracuoe is mwnd
ed for emergency situations to prevent loss of valua-
ble rights and should not be routinely used for filing
applications. There are at least two ressons why this
should not be used on a routine basis. First, there. are
obvious dangers to applicant and the public if he fails
to obtain a correct literal translation. Second, the
filing of a large number of applications under the pro-
cedure will create significant administrative burdens
on the Office.

ILLUSTRATIONS IN THE SPECIFICATION

Graphical illustrations, diagrammatic views, flow
charts and diagrams in the descriptive pomon of the
specification do not come within the purview of 37
CFR 158(a), which permxts tables and chemical for-
mulas in the specification in lieu of formal drawings.
The examiner should object to such descriptive illus-
trations in the specification and request formal draw-
ings in accordance with 37 CFR 1.81 when an appli-
cation contains graphs in the specification.

Since the December 7, 1976 issue of patents, all
tables and mathematical equations and chemical for-
mulas, or portions thereof, have been reproduced for
printing by a computer process developed by the
Data Base Contractor. Those portions of chemical
formulas which cannot be reproduced by the process,
such as dotted, curved, broken and wedge-shape lines,
must be drawn by haend on the photocomposed page.
There are, however, some chemical structures which
cannot be reproduced because they are either too
complex or involve too many lines which cannot be
generated by the computer process. The camera copy
process, which is used to insert these types of struc-
tures onto the printed patent page, is both time con-
suming and costly to the Office. Because of the reduc-
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PAR’I& FORM AND QONTENT OF, APPL!CAT!ON

tion fuctor and failure to comply with the guidelines
set forth in 37 CFR 1,58 (a).and (b), the reproduction
of these structures is often poor.

. Therefore, the specification, including the clums,
may contain ‘chemical formulas and mathemaneal
equations, but should not contain drawings or flow
diagrams or disgrammatic views of chemical struc-
tures. The description portion of the specification may
contgin tables; claims may contain tebles only if nec-
essary to conform to 35 U.S.C. 112,

608.01(a) Arrangement of Application

37 CFR 1.77. Arrangement of application elements. The elements
of the application should sppesr in the following order:

() Title of the invention; or an introductory pottion stating the
name, citizenship, and residence of the applicant, and the title of
the invention may be used. _

(b) (Reserved).

(c) (1) Cross-reference to related applmtlons, if any. .

(@) Reference. to a “microfiche ' appendix™ if -amy. (See
§ 1.96(b)). The total number of microfiche and total number of
frames should be specified. _ . )

(d) Brief summary of the invention. ~ =

(¢) Brief description ofthesevenl wewsofthedn\wng. |ft.bere
are dre ‘

(D Detailed descnpuon

() Clsim or claims.

(h) Abstract of the disclosure,
(i) Signed oath or declaration.

() Drawings.
NoTe

Design patent specification, § 1503.01.

Plant patent specification, § 160S.

Reissue patent specification, § 1411.

The following order of arrangement is preferable in
frammg the specification and, .except for the title of
the invention, each of the lettered items should be
preceded by the headings indicated.

(a) Title of the Invention.

() Cross-References to Related Applications (if
any).

(c) Background of the Invention.

1. Field of the Invention.

2. Description of the related art including informa-
tion disclosed under §§ 1.97-1.99.

(d) Summary of the Invention.

(e) Brief Description of the Drawing.

() Description of the Preferred Embodiment(s).

(g) Claimg(s).

(h) Abstract of the Disclosure.

Applicant (typically a pro se) may be advised of the
proper arrangement by using Form Paragraph 6.01 or
6.02.

6.0] Arrangement of Specification

The following guidelines illustrate the preferred layout and con-
tent for patent applications. These guidelines are suggested for the
applicent's use,

ARRANGEMENT OF THE SPECIFICATION

The following order or arrangement is preferred in framing the
specification and, except for the title of the invention, each of the
lettered items should be preceded by the headings indicated below.

(e) Title of the Invention.

{b) Croes-References to Related Applications (if eny).

(c) Seatement a8 to rights to inventions made under Federally-
sponsored research and development (if any).

(d)Bmkgmadohhelnvenuon
1. Field of the Invention. ~ °
"2 Dmnmdummmmhm;mfommdm!o&d
,uude:37CFR”IQT—I99 a
* {e) Sumimury of the Inveation.
- () Brief Désceiption of the Drawing.
‘(g)DmnpuoaoﬂhePrefertedEmbodtmem(s)
(b) Claim(s).
(i) Abstract of the Disclosure.

Examiner Nate:
In this paragraph am introductory sentence will be necessary.
This parsgraph intended primarily for use in Pro Se applications.

6.02 Content of Specification

(a) Title of the Invention. (See 37 CFR § 1.72(2)). The title of the
invention should be placed at the top of the first page of the specifi-
cation. It should be brief but technicaily accurate and descriptive,
prefenbly from two to seven words.

) Cross-References to Rela!ed Applications: See 37 CFR 1.78
and § 201.11 MPEP. - .

(c) Statement as 0 vights to inventions made under Fmrally
sponsored research and developmeat (if any): see § 310 MPEP.

(@). Background of the Imvention: The . specification should set
forth the Background of the lnventzon in two parts:

(1) Field of the Inventionm: A statement of the ﬁeld of art to
whachmemmmmmsmtemmmymdm:m
plirasing of the applicable U.S.. patent: classification definitions: or
the subject matter of the clzimed inveation. This item may also be
titled “Technical Fiekd™.

(2) Descriptioa of the Related Art A descnpuon of the related
art known to the applicant and mcludmg. if applicable, references
to specific art and problems involved in the related art which are
solved by the spplicent’s invention. This item may also be mled

“Background Are”. . .

(e) Summary: A bnefsummary or general statement of the inven-
tion as set forth im 37 CFR § 1.73. The sumumary xsseparateand
distinct from the shstract and is directed toward the imvention
rather than the disclosure as a whole. The susamary may point out
the advantages of the invention or how it solves problems previous-
Iy existent in the art (and preferably indicated in the Background of
the Invention). In chemical cases it should poimt out im general
terms the nuhty of the invention. If possible, the nature and gist of
the invention or the inventive concept should be set forth. Objects
of the invention should be treated briefly and oaly to the extent
that they contribute to an understanding of the invention.

() Brief Description of the Drawing(s): A reference to and brief
description of the drawings(s) as set forth in 37 CFR § 1.74.

(g) Description of the Preferred Embodiment(s): A description of
the preferred embodiment(s) of the invention as required in 37 CFR
€ 1.71. The description should be as short and specific as is neces-
sary to describe the invention adequately and sccurately.

This item msy also be titdded “Best Mode for Canrying Out the
Invention™. Where elements or groups of elements, compounds, and
processes, which are conventional and generally widely known in
the field of the invention described and their exact nature or type is
not necessary for an understanding and use of the invention by a
person skilled in the art, they should not be described in detail.
However, where particularly complicated subject matter is in-
volved or where the elements, compounds, Or processes may not be
commonly or widely known in the field, the speculation should
refer to another patent or readily available publication which ade-
quately describes the subject matter.

(h) Claim(s) {See 37 CFR 1.75) A claim may be typed with the
various elements subdivided in parsgraph form. There may be
plural indentations to further segregate subcombinations or related
steps.

(i) Abstract: A brief narrative of the disclosure a3 8 whole in a
single paragraph of 250 words or less.

Examiner Note:

In these paragraphs an introductory sentesce will be necessary.
These paragraphs are intended primacily for use in Pro Se applica-
tions.
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608.05(b) Abatract of the Disclosure

37 CPR 1.73(8). Tirle and abstracs, A brief sbstract of the techni-
cal disclosure in the ion must be szt foeth on o separate
theat, preferably following the cleims uader the haading “Abstract
of the Disclosure™. The purpose of the sbstract is to ensble the
Patent and Trademark Office snd the public generally to determine
quickly from a cursory inspection the nature and gist of the techni-
cel disclosure. The abstract shall not be wsed for interpreting the
tcope of the claims.

In all cases which lack an abstract, the examiner in
the first Office action should require the submission of
& brief abstract of the technical disclosure in the spec-
ification. See Form Paragraph 6.12 (below).

If the ebstract contained in the application does not
comply with the guidelines, the examiner should point
out the defect to the applicant in the first Office
action, or at the earliest point in the prosecution that
the defect is noted, and require compliance with the
guidelines. Since the sbstract of the disclosure has
been interpreted to be a part of the specification for
the purpose of compliance with paragraph 1 of 35
US.C. 112 (In re Armbruster, 512 F2d 676, 185
USPQ 152 (CCPA, 1975), it would ordinarily be pref-
erable that the applicant make the necessary changes
to the abstract to bring it into complisnce with the
guidelines. See Form Paragraphs 6.13-6.16 (below).

Responses to such actions requiring either 2 new
abstract or amendment to bring the abstract into com-
pliance with the guidelines should be treated under 37
CFR 1.111(b) practice like any other formal matter.
Any submission of a new abstract or amendment to an
existing abstract should be carefully reviewed for in-
troduction of new matter, 35 U.S.C. 132, § 608.04.

Upon passing the case to issue, the examiner should
see that the abstract is an sdequate and clear state-
ment of the contents of the disclosure and generally
in line with the guidelines. The abstract shall be
changed by the examiner’s amendment in those in-
stances where deemed necessary. This authority and
responsibility of the examiner shall not be abridged by
the desirability of having the applicant make the nec-
essary corrections. For example, if the application is
otherwise in condition for allowance except that the
abstract does not comply with the guidelines, the ex-
aminer generally should make any necessary revisions
by examiner's amendment rather than issuing an Ex
parte Quayle action requiring applicant to make the
necessary revisions.

Under current practice, in all instances where the
application contains an abstract when sent to issue,
the abstract will be printed on the patent.

GUIDELINES FOR THE PREPARATION OF PATENT
ABSTRACTS

Background

The Rules of Practice in Patent Cases require that
each application for patent include an abstract of the
disclosure, 37 CFR 1.72(b).

The content of a patent abstract should be such as
to enable the reader thereof, regardiess of his degree
of familiarity with patent documents, to ascertain
quickly the character of the subject matter covered

which is few in the art to which the invention per-
~ The abstract is not intended nor designated for use
in interpreting the scope or meaning of the claims, 37
CFR 1.72(6). R ,
: Content 7

A patent abstract is a concise statement of the tech-
nical disclosure of the patent and should include that
which is new in the art to which the invention per-
tains.

If the patent is of a basic nature, the entire techni-

‘cal disclosure may be new in the art, and the abstract

should be directed to the entire disclosure.

If the patent is in the nature of an improvement in
old spparatus, process, product, or composition, the
abstract should include the technical disclosure of the
improvement. ‘

In certain patents, particularly those for compounds
and compositions, wherein the process for msking
and/or the use thereof are not cbvious, the absiract
should set forth a process for making and/or a use

If the new technical disclosure involves modifica-
tions or alternatives, the abstract should mention by
way of example the preferred modification or alterna-
tive. .

The abstract should not refer to purported merits
or speculative applications of the invention and
should not compare the inventior with the prior art.

Where applicable, the sbstract should include the
following: (1) if a machine or spparatus, its organiza-
tion and operation; (2) if an article, its method of
making; (3) if a chemical compound, its identity and
use; (4) if a mixture, its ingredients; (5) if a process,
the steps. Extensive mechanical and design details of
apparatus should not be given.

With regard particularly to chemical patents, for
compounds or compositions, the general nature of the
compound or composition should be given as well as
the use thereof, e.g., “The compounds are of the class
of alkyl benzene sulfonyl ureas, useful as oral anti-dia-
betics.” Exemplification of a species could be illustra-
tive of members of the class. For processes, the type
reaction, reagents and process conditions should be
stated, generally illustrated by a single example vnless
variations are necessary.

Language and Format

The abstract should be in narrative form and gener-
ally limited to a single paragraph within the range of
50 to 250 words. It is important that the abstract not
exceed 250 words in length since the space provided
for the abstract on the computer tape by the printer is
limited. If the gbstract cannot be placed on the com-
puter tape because of its excessive length, the applica-
tion will be returned to the examiner for preparation
of a shorter abstract. The form and legal phraseclogy
often used in patent claims, such &s “means” and
“said,” should be avoided. The abstract should suffi-
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ciently describe the disclosure to assist readers in de-
ciding whether there is a need for consulting the full
patent text for details.

The. language should be clear and concise and
should not repeat information given.in the -title: It
uhou!davoldaansphraseswhlchmbelmphed
such as, “This disclosure concerns,” “The disclosure
defined by this invention,” “This disclosure de-

scribes,” ete.

Responsibility
Preparation of the abstract is the responsibility of
the applicant. Background knowledge of the art and
an appreciation of the apphcants contribution to the
art are most important in the preparation of the ab-
stract. The review of the abstract, for compliance

with’ these guidelines, with any necessary editing and
revision on allowance of the apphcatxon is the respon-

sibility of the examiner.
Sample Abstracts

(l)Aheaﬂvdwwhchhmmmnuhrvnlvebodydeﬁnmgm
orifice and a plurslity of struts foriing & pair of cages on opposite
sides of the orifice.. A sphierical closure member is captively held
w:thmtheclgam:smovedbybloodﬂowbetwemopenmd
closed’ posmons in check valve fashion. A slight leak or beckflow is
provided in the closed position by making the orifice slightly larger
than the closure member. Blood flow is maximized in the open po-
sition of the valve by providing an inwardly convex coatour on the
orifice-defining surfaces of the body. An annular rib is formed in 2
channel around the periphery of the valve body 10 anchor & suture
ring used to secure the velve within a heart.

(2) A method for sesling whereby heat is applied to seal, overlap-
wngchsmpmehafafoldmgboxmﬁefmp&puboardhawug
an extremely. thin costing of moisture-proofing thermoplastic mate-
rial on opposite surfaces. Heated air is directed at the surfaces to be
bonded, the temperature of the air at the point of impact on the
surfaces being above the char point of the board. The duration of
application of heat is made 80 brief, by a corresponding high rate of
advance of the boxes through the air stream, that the coating on
the reverse side of the panels remains substantially non-tacky. The
bond is formed immediately after heating within a period of time
for any one surface point less than the total time of exposure to
heated air of that point. Under such conditions the heat applied to
soften the thermoplastic costing is dissipated after completion of
the bond by absorption into the board ecting as a hest sink without
the need for cooling devices.

(3) Amides are produced by reacting an ester of & carboxylic acid
with an amine, using s catalyst an alkoxide of sn alkali metal. The
ester is first heated to at least 75° C. under a pressure of o more
than 500 mm. of mercury to remove moisture and acid gases which
would prevent the resction, and then converted to an amide with-
out heating to initiste the reaction.

Form 6,12 Abstrace Missing {Background)

This application does not contain an Abstract of the Disclosure
as required by 37 CFR 1.72(b). An shstract on a separate sheet is
required.

Exsminer Note:

For Pro Se applicant consider form paragraphs 6.14-6.16.

Form 6.13 Abstract Objected to: Minor Informalities

The Abstract of the Disclosure is objected to because [1]. Correc-

tion is required. See MPEP 608.01(b).

Exsmiser Note:
In bracket 1, indicate the informalities that should be corrected.

Use this paragraph for minor informalities such as the inclusion of
legal phraseclogy, undue length, etc.

Form 6.14 Abstract of the Disclosure. Content

Applicant is reminded of the proper content of an Abstract of the
Disclosure.

01

Ammhnmmdﬂmtmmm
saec of the patent nad should include that which is new i the ant
to which the invention periaias. .

Udnmndnmwmtkemmmmwdwmm
mybeuewntkent,mdtheabmm:houldbeduwwdtothe
entire disclosure.

If the petent s in the asture of an improvement in én old appere-
fus, process, product of composition, the sbetract should tnclude
the technical disclosure of the improvement. _

In certain pateats, perticulasly those for compounds and compo-
gitions, wherein the process for meking and/or the use thereof are
not obvious, the sbetract should set forth & process for making and/
or use thereof.

If the new technical disclosure involves modifications or alterne-
tives, the sbstract should mention by way of example the preferred
modification or alternative.

The abstract should rot refer to purported merits or speculative
spplications of the invention and should not compare the inveation

with the prior ast.
' Where spplicable, the shutract should include the following: (1) if
a machine or apparstus, its organization and operation; (2) if en ar-

ticle, its method of meking; (3) if 2 chemica! compound, its identity
and use; (4) if 2 mixture, its ingredients; (§) if 2 process, the steps.
Extensive mechanical and design details of apparatus should not be
Ezsmliner Note:
See parsgraph 6.16.
Form 6.15 Abstract of the Disclosure, Chemical Cases

Appbmntxsmndedohhcpmpercomentofm;\bstrmotﬂlc
Disclosure.

in chemical patent sbstracts, compounds or compositions, the
general neture of the compound or compaosition should be given as
well as its use, e.g., “The compounds are of the class of alkyl ben-
zene sulfonyl ureas, useful ss oral anti-dizbetics.” Exemplification of
a species could be illustrative of members of the clsss. For process-
es, the type reaction, reagents and process conditions should be
stated, generally illustrated by a single example unless varistions are
necessary. Complete revision of the content of the abstract is re-
quired on & separate sheet.

Form 6.16 Abstract of the Disclesure, Language

Agpplicent is reminded of the proper language and format of an
Abstrect of the Disclosure.

The abstract should be in narrative form and generally lmited to
a single paragraph on @ separate sheet within the range of 50 to 250
words. It is important that the sbstract not exceed 230 words in
leagth since the space provided for the abstract on the computer
tape used by the printer is limited. The form and legal
often used in patent claims, such as “means” and “said”, should be
avoided. The abstract should describe the disclosure sufficiently to
assist readers in deciding whether there is 2 need for consulling the
full patent text for details.

The langusge should be clesr and concise and should not repeat
information given in the title. It should avoid using phrases which
can be implied, such as, *“The disclosure concerns,” ““The disclosure
defined by this invention,” “The disclosure describes,” ete.

Exeminer Note:

See also paregraph 6.14.

608.01(c) Background of the Invention

The Background of the Invention ordinarily com-
prises two parts:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This statement
may include a paraphrasing of the applicable U.S.
patent classification definitions. The statement should
be directed to the subject matter of the claimed inven-
tion.

(2) Description of the related art including informa-
tion disclosed under §§ 1.97-1.99: A paragraph(s) de-
scribing to the extent practical the state of the prior
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art.or other. mformatxon disclosed known to the appli-
cant; including references to specific prior ert or
other information where appropriate. Where applica-
ble, the problems involved in the prior art or other in-
formation disclosed which are solved by the appli-
cant's -invention should be indicated. See - also
§§ 608.01(a), 608.01(p) and 707.05(b).

608.01(d) Brief Summary of Invention

37 CFR 1.73 Summary of the invention. A beief summary of the
invention indicating its nature and substance, which may include a
statement of the object of the invention, should precede the de-
tailed description. Such summary should, when set forth, be com-
mensurate with the invention as claimed and any object recited
should be that of the invention as claimed.

Since the purpose of the brief summary of invention
is to apprise the public; and more especially those in-
terested in the particular art to which the invention
relates, of the nature of the mventlon, the summary
should be directed to the specific’ invention being
claimed, in contradistinction to mere genemlmes
which would be equally applicable to numerous pre-
ceding patents. That is, the subject matter of the in-
vention should be described in one or more clear,
concise sentences or paragraphs. Stereotyped general
statements that would fit one case as well as another
serve no useful purpose and may well be required to
be canceled as surplusage, and, in the absence of any
illuminatmg statement, replaced by statements that are
directly in point as applicable exclusively to the case
in hand.

- The brief summary, if properly wntten to setout
the exact nature, operation and purpose ‘of the inven-
tion, will be of material assistance in aiding ready un-
derstanding of the patent in future searches. See
§ 905.04. The brief summary should be more than a
mere statement of the objects of the invention, which
statement is also premissible under 37 CFR 1.73.

The brief summary of invention should be consist-
ent with the subject matter of the claims. Note final
review of application and preparation for issue,
§ 1302.

608.01¢e}) Reservation Clauses Not Permitted

37 CFR 1.79. Reservation clauses not permitted, A reservation for
a future application of subject matter disclosed but not claimed in a
pending application will not be permitted in the pending applica-
tion, but an application disclosing unclaimed subject matter may
contzin a reference to a later filed application of the same applicant
or owned by a common assignee disclosing and claiming that sub-
Jject matter.

608.01(f) Brief Description of Drawings

37 CFR 1.74. Reference to drawings. When there are drawings,
there shall be a brief description of the several views of the draw-
ings and the detailed description of the invention shall refer to the
different views by specifying the numbers of the figures, and to the
different parts by use of reference letters or numerals (preferably
the latter).

The examiner should see to it that the figures are
correctly described in the brief description of the
drawing, that all section lines used are referred to,
and that all needed section lines are used.

ml(a) - Detailed Descriptkm of Invention .

Adctnileddacnpnonoftlmmmmmdmw
ings follows the general statement of invention and
brief description of the drawings. This detailed de-
scription, reguired by 37 CFR 1.71, § 608.01, must be
in such perticularity as to enable any person skilled in
the pertiment art or science to make and use the in-
vention without involving extensive experimentation.
An applicant is ordinarily permitted to use his or her
own terminology, as long as it can be understood.
Necessary grammatical corrections, however, should
be required by the examiner, but it must be remem-
bered that an examination is not made for the purpose
of securing grammatical perfection.

The reference characters must be properly applied,
no single reference character being used for two dif-
ferent parts or for a given part and a modification of
such part. In the latter case, the reference character,
applied to the “given part,” with a prime affixed may
advantageously be applied to the modification. Every
feature specified in the claims must be illustrated, but
there should be no superﬂnous illustrations.

The description is a dictionary for the claims and
should provide clear support or antecedent basis for
all terms used in the claims. See 37 CFR 1.75,
§§ 608.01(1), 608.01(0), and 1302.01.

Note.—Completeness, § 608.01(p).

USE oF SYMBOL “¢” IN PATENT APPLICATION

The Greek letter Phi has long been used as a
symbol in equations in all technical disciplines. It fur-
ther has special uses which include the indication of
an electrical phase or clocking signal as well as an an-
gular measurement. The recognized symbols for the
upper and lower case Greek Phi characters, however,
do not appear, on most typewriters. This apparently
has led to the use of a symbol composed by first strik-
ing & zero key and then backspacing and stnkmg the
“cancel” or “slash” key to result in “@” which is an
approximantion of accepted symbols for the Greek
character Phi. In other instances the symbol is com-
posed using the upper or lower case letter “O” with
the *“cancel” or “slash” superimposed thereom by
backspacing or is simply handwritten in a variety of
styles. These expedients result in confusion because of
the variety of type sizes and styles available on
modern typewriters.

In recent years, the growth of data processing has
seen the increasing use of this symbol (“@”) as the
standard representation of zero. The “slashed”
“cancelled zero” is used to indicate zero and avond
confusion with the upper case letter “O” in both text
and drawings.

Thus, when the symbol “§” in one of its many
variations, as discussed above, appears in patent appli-
cations being prepared for printing, confusion as to
the intended meaning of the symbol arises. Those
(such as examiners, attorneys, and applicants) working
in the art can unsually determine the intended mean-
ing of this symbol because of their knowledge of the
subject matter involved, but editors preparing these
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Applhutiom for 'printing ‘have ‘m such specialized
knowledge and confusion arises #s to' which symbol
ﬁopﬁnt.'l‘hemult,atheverylem,mdehymﬁlthe
Mmdﬁ meaning of the symbol can be sscertained.

- Sinke' the ' Office does not have the resources to
conductatechmcaleduormlrewewofeaehapplica-
tion  before printing, end in order to eliminate the
problem of printing delsys associated with the usage
of these symbols, any question sbout the intended
symbol will be resolved by the editorial staff of the
Office of Publications by printing the symbol “¢”
whenever that symbol is used by the applicant. Any
Certificate of Correction necessitated by the above
practice will be at the patentee’s expense (37 CFR
1.323) because the intended symbol was not accurate-
Iy presented by the Greek upper or lower case Phi
letters (@, ¢) in the patent apphcatlon

608.01) Mode of Operation of Inventlon

The best mode contemplated by the inventor . of
carrying out his invention must be set forth in the de-
scription. The Office practice is to accept an opera-
tive example as sufficient to meet ‘this requirement of
the. Statute in the absence of mformauon to the con-
trary.

‘The quesuon of whether an mventor has or has not
disclosed what he or she feels is his or her best mode
is a question separate and distinct from the question of
sufficiency of the disclosure, In re Gay, 135 USPQ
311 (C.C.P.A. 1962); In re Glass, 181 USPQ 31
(C.CP.A. 1974). See 35 US.C. 112 and 37 CFR
1.71(b). Sylgab Steel & Wire Corp. v. Imoco-Gateway
Corp., 357 F. Supp. 657, 178 USPQ 22 (N.D. IilL
1973); H. K. Porter Co., Inc. v. Gates Rubber Co., 187
USPQ 692, 708, (D. Colo. 1975).

In chemical cases, complete data necessary for the
preparation and use of at least one example of the in-
vention should be presented.

Patents have been held invalid in cases where the
patentee did not disclose the best mode kmown to
him. See Flick-Reedy Corp. v. Hydro-Line Manufactur-
ing Co., 351 F.2d 546, 146 USPQ 694 (CA 7 1965),
cert. denied, 383 U.S. 958, 148 USPQ 771 (1966); In-
diana General Corp. v. Krystinel Corp.. 297 F. Supp.
427. 161 USPQ 82 (S.D.N.Y. 1969), affirmed, 421
F.2d 1033, 164 USPQ 321 (CA 2 1970); Dale Electron-
ics, Inc. v. R.C.L. Electronics, Inc., 488 F.2d 382, 180
USPQ 235 (CA 1 1973); Union Carbide Corp. v. Borg-
Warner Corp., 550 F.2d 355, 193 USPQ 1 (CA 6
1977); Reynolds Metals Co. v. Acorn Building Compo-
nents Inc., 548 F.2d 155, 163, 192 USPQ 737 (CA 6
1977).

NoTE.—Completencss, § 608.01(p).

608.01G) Claims

37 CFR 1.7§ Claim(s). (&) The specification must conclude with
& claim parsticularly pointing out end distinctly claiming the subject
matier which the applicant regards as his invention or discovery.

() More than one clasim may be presented provided they differ
substantislly from each other and sre not unduly multiplied.

{c) One or more claims may be presented in dependent form, re-
ferting beck to and further limiting enother claim or claims in the
samme application. Any depeadent claim which refers to more than

one other cleim ("multiple’ dependet claim) shell refor 1 euch
other cloims in the slternative caly. A multiple dependent claim
Mmmuah«hfwnyo@bumal&pkdmdmcm
For fee calcaletion pusposes wnder ‘§ 1.16, a multiple depeadont

cleim will be comnsidered 0 be that aumber of clelms to which
direct refecence is made thersin, For foe calculstion puspises, olio,
any claim depending from a multiple dependent claim will be coe-
sidered to be that number of claims to which direct reference i
made in that multiple cleim. In addition to the other
filing fees, any origina! epplicetion which b fled with, or is smend-
ed to include, multiple dependent cleims must have paid therein the
fee set forth in § 1.16(d). Cmmmdepeudemformshﬂlbem
streed to include all the limitstioss of the claim incorporated by
reference into the dependent claim. A multiple dependeat claim
shall be construed to incorporste by refesence all the limitations of
each of the perticular claims in relation to which it is being cousid-
eved.

(d¥(8) The claim or claims must conform to the invention as st
forth in the remsinder of the specification and the terms zad
phrases used in the claims must find clear support or antecedest
basis in the description so that the meaning of the terms in the
claims may be ascertzinsble by reference to the description. (See
§ 1.58(z).)

(Z)See§§ll4l toll46asto ehiming different inventions in oae

(e)Whuethemureofthemadm:smthemeofmn-
provemem,mymdependentchmahouldeonmnmthefoﬁowug
order, (1) & presmble comprising a general description of all the
elements or steps of the cluimed combinstion which are conven-
tional or kmown, (2) a phrese such as “wherein the improvement
comprises,” and (3) those clements, sieps snd/or relstionships
which coastitute that portion of the clasimed combinstion which the
applicant considers as the new or improved portion.

{f) If there are several claims, they shall be numbered consecu-
tively in Arsbic numerals.

(g) All dependent claims should be grouped together with the
claim or claims to which they refer to the extent possible.

NotE

Numbering of Claims, § 608.01().
Form of Claims, § 608.01(m).
Dependent claims, § 608.01(n).
Examination of claims, § 706.
Claims in excess of fee, § 714.10.

608.01G) Numbering of Claims

37 CFR 1.126, Numbering of claims The originsl numbering of
the claims must be preserved throughout the prosecution. When
clzims are canceled, the remaining claims must not be renumbered.
When claims are added, except when presented in accordance with
§ 1.121(b), they must be numbered by the applicant consecutively
beginning with the number next following the highest numbered
claim previously presented (whether entered or not). When the ap-
plication is ready for allowance, the examiner, if necessary, will re-
number the claims consecutively in the order in which they appear
or in such order as may have been reguested by applicant.

In a single claim case, the claim is not numbered.
Form Paragraph 6.17 may be used to notify appli-
cant.

6.17 Numbering of Claims, 37 CFR 1128

The numbering of claims is not in accoedance with 37 CFR
1.126. The original numbering of the claims must be preserved
throughout the prosecution. When claims are canceled, the remain-
ing cleims must not be renumbered. Wheo claims are added, except
when presented in accordsnce with 37 CFR § 1.121(b), they must
be numbered consecutively beginning with the number next follow-
ing the highest numbered chums previously presented (whether en-
tered or not).

Misnumbered claims [1] have been renumbered [2], respectively.
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35 USC. lerequimthattheappliuntMpu—
ticularly point out and distinctly claim the subject
muterwhwhhcmsherewdsuhmorhamvm-
tion. The portion of the spplication in which he or
she does this forms the clsim or claims. This is an im-
pomntplnoftheapplwmm,asltlsthedeﬁmnonof
that for which protection is granted.

608.01() Original Claims

In establishing a disclosure, applicant may rely not
only on the description and drawing as filed but also
on the original claims if their content justifies it.

Where subject matter not shown in the drawing or
described in the description is claimed in the case as
filed, and such original claim itself constitutes a clear
disclosure of this subject matter, then the claim
should be treated on its merits, and requirement made
to amend the drawing and description to show this
subject matter. The claim should not be attacked
either by objection or rejection because this subject
matter is lacking in the drawing and description. It is
the drawing and descnpmm that are: defecuve; not
the claim.

It is of course to be undemtood that this disclosure
in the claim must be sufficiently specific and detailed
to support the necessary amendment of the dmwmg
and description.

608.01(m) Form of Claims

While there is no set statutory form for claims, the
present Office practice is to insist that each claim
must be the object of a sentence starting with “I (or
we) claim”, “The invention claimed is” (or the eguiv-
alent). If, at the time of allowance, the quoted termi-
nology is not present, it is inserfed by the clerk. Each
claim begins with a capital letter and ends with a
period. Periods may not be used elsewhere in the
claims except for abbreviations. A claim may be typed
with the various elements subdivided in paragraph
form.

There may be plural indentations to further segre-
gate subcombinations or related steps. In general, the
printed patent copies will follow the format used but
printing difficulties or expense may prevent the dupli-
cation of unduly complex claim formats.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may
be used in conjunction with the recitation of the same
element or group of elements in the claims. The refer-
ence characters, however, should be enclosed within
parentheses so as to avoid confusion with other num-
bers or characters which may appear in the claims.
The use of reference characters is to be considered as
having no effect on the scope of the claims.

Many of the difficulties encountered in the prosecu-
tion of patent applications after final rejection may be
alleviated if each applicant includes, at the time of
filing or no later than the first response, claims varing
from the broadest to which he or she believes he or
she is entitled to the most detailed that he or she is
willing to accept.

mwr&mmm

Claims. should preferably be arranged in oeder of
wopesothﬂtheﬁm«:wmpremdnmm
Where separate species are claimed, the claims of like
species should be grouped together where possible
and physicslly separated by drawing a line between
claims or groups of claims. (Both of these provisions
may not be practical or possible where several species
claims depead from the same generic claim.) Similer-
ly, product end process claims should be separately
grouped. Such arrangements are for the purpose of fa-
cnhtaungchsstﬁcatmnandeumm

The form of claim required in 37 CFR l75(e) s
pamcularly adapted for the description of improve-
menttypeinvenﬁons.ltistobecomidcredacombi—
nation claim. The preamble of this form of claim is
considered to positively and clearly inciude all the
elements or steps recited therein as a part of the
claimed combination.

For rejections not based on pl‘lOl’ art see § 706.03.

608.01(n) Dependent Claims

37 CFR 1.75(c) reads as follows for applications
filed prior to Jannary 24, 1978:

“{c) When more then one claim is presented, they may be placed
in dependent form in which a claim may refer back to and further
restrict & single preceding claim. Claims in dependent form shall be
construed to include 2ll the limitations of the cleim incorporated by
rgference mtotbedependent claim.

MurTteLE DEPENDENT CLAIMS

37 CFR 1.75(c) reads as follows for apphcatlons
filed on and after January 24, 1978.

37CFR 1.75 Claim(s)

L] ] L] L 4 -4

(c) one or more claims may be presented in dependent form, re-
ferring back to end further limiting enother claim or claims in the
same application. Any dependent claim which refers to more than
one other claim (“multiple dependent claim™) shall refer to such
other claims in the alternstive only. A multiple dependent claim
shall not serve as a besis for any other mukiple dependent claim.
For fee calculstion purposes under § 1.16, 2 multiple dependent
claim will be comsidered to be that number of claims to which
direct reference is made therein. For fee calculstion purpotes, slso,

sny claim depending from & multiple dependent claim will be con-
sidered to be that mumber of claims to which direct reference is
made in that multiple dependent claim. In addition to the other
filing fees, any originel spplication which is filed with, or & amend-
ed to include, multiple dependent claims must have paid therein the
fee set forth in § 1.16(d). Claims in dependent form shall be con-
strued to include off the limitations of the chim incorporated by
reference into the dependent claim. A multiple dependent claim
shall be construed to incorporate by refezence all the limitations of
each of the particuler claims in relation to which it is being consid-
ered.

Generally, a multiple dependent claim is a depend-
ent claim which refers back in the alternative to more
than on preceding independent or dependent claim.

The second paragraph of 35 U.S.C. section 112 has
been revised in view of the multiple dependent claim
practice introduced by the Patent Cooperation
Treaty. Thus, section 112 authorizes muitiple depend-
ent claims in applications filed on and after January
24, 1978, as long as they are in the alternative form
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(e.g “A machine according %o claims 3 or 4, further
comprising ¢ ¢ * ). Cumalstive claiming (e.g.,“A ma-
chine according to claims 3 and 4, further comprising
¢ @ ® ") is not permitted. A multiple dependent claim
may refer in the altermative to only one set of claims.
A claim such ss “A device as in claims 1, 2, 3, or 4,
made by a process of claims $, 6, 7, ors”himproper
Section 112 allows reference to only a particular
claim. Furthermore, a multiple dependent clsim may
mof serve as a basis for any other multiple dependent
claim, either directly or indirectly. These limitations
help to avoid undue comfusion in determining how
many prior claims are actually referred to in a multi-
ple dependent claim.

A muiltiple dependent claim which depends from
anothér multiple dependent claim should be objected
to by using Form Paragraph 7.45.

7.45 Improper Multiple Dependent Claims :

Claim [1] objected to under 37 CFR 1.75(c) sz being in mproper
form because a multiple : claim.

a. should refer to other claims in the sltérnative only and/or
b. cannot serve as a basis for aky other multiple dependent clsim.
thesee MPEP 603.01(). Accordingly, m B0t been further treated on

m Nete.

1. Use thlsparagtaphratherdna.’»s USC. 112 fifth partgraph.

2. In bracket 2, insert tbechzmhu—ortbueclmmshave

_Assume each claim example given below is from a
different application.

ACCEPTABLE MULTIPLE DEPENDENT CrLam
WOoRDING

Claim 5. A gadget according to clalms 3 or 4, fur-
ther comprising * * *

Claim 5. A gadget as in any one of the preceding
claims, in which * ¢ ¢

Claim 3. A gadget as in either claim 1 or claim 2,
further comprising * ¢ *

Claim 4. A gadget as in claim 2 or 3, further com-
pﬁsing L 3 %

Claim 16. A gadget as in claims 1, 7, 12 or 15, fur-
ther comprising * * ¢

Claim 5. A pgadget as in any of the preceding
claims, in which ¢ ¢ ¢

Claim 8. A gadget as in one of claims 4-7, in which

L

Claim 5. A gadget as in any preceding claim, in
which ® * *
- Claim 10. A gadget as in any of claims 1-3 or 7-9,
in which ¢ *

Claim 11. A gadget as in any one of claims 1, 2 or
7-10 inclusive, in which * = ¢

UNACCEPTABLE MULTIPLE DEPENDENT CLAIM
WORDING

A. (Claim does not refer back in the alternative
only)

Claim 5. A gadget according to claim 3 and 4, fur-
ther comprising * ¢ *

Claim 9. A gadget according tc claims 1-3, in
which ® ¢ ¢

Claim 9. A gadget as in claims 1 or 2 and 7 or §,
which ¢ ¢ ¢

Chmé.Amdgetumﬁneprecedingclaimsm
wh,ch ¢ @ @

Claim 6. A gadget as in claims 1, 2, 3, 4and/ou'5
in which ¢ ¢ @

Claim 10. A gedget as in claims 1-3 or 7-9, in
which e 8 @

B. (Claim does not refer to a preceding claim)

Claim 3. A gadget as in any of the following
claims, in which ¢ ¢ ¢

Claim $. A gadget as in either claim 6 or claim 8, in
which ¢ ® ¢

C. (Reference to two sets of claims to different fea-
tures)

Claim 9. A gadget as in claim 1 or 4 made by the
process of claims 5, 6, 7, or 8, in which * * *

D. (Reference back to another multiple dependent
claim)

Claim 8. A gadget as in claim 5 (claim 5 is a multi-
ple dependent claim) or claim 7, in which ¢ * ¢

Section 112 indicates .that the limitations or ele-
ments of each claim mcorporated by reference into a
multiple dependent claim must be considered sepa-
rately. Thus, a multlple dependent claim, as such,
does not contain all the limitations. of all the alterns-
tive claims to which it refers, but rather contains in
any one _embodunent only those limitations of the par-
ticular claim referred to for the embodiment under
consideration. Hence, a multiple dependent claim
must be considered in the same manner as a plurality

of single dependent claims.
" Restriction Practice

For restriction purposes, each embodiment of a
multiple dependent claim in the ssme manner as a
single dependent claim. Therefore, restriction may be
required between the embodiments of a multiple de-
pendent claim. Also, some embodiments of a multiple
dependent claim may be held withdrawn while other
embodiments are considered on their merits.

Handling of Multiple Dependent Claims by the
Application Division

The Application Division is responsible for verify-
ing whether multiple dependent claims filed with the
application are in proper alternative form, that they
depend only upon prior independent and single de-
pendent claims and also for calculating the amount of
the filing fee. A mew form, PTO-1360, has been de-
signed to be used in conjunction with the current fee
calculation form PTO-875.

Handling of Multiple Dependent Claims by the
Examining Group Clerical Staff

The examining group clerical staff is responsible for
verifying compliance with the statute and rules of
multiple dependent claims added by amendment and
for calculating the amount of any additional fees re-
quired. This calculation should be performed on form
PTO-1360.

There is no need for a group clerk to check the ac-
curacy of the initial filing fee since this has already
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boon verified by the Application mmm when
granting the filing date.

If a multiple dependent claim (or claims) is edded
in an amendment without the proper fee, either by
adding references to prior claims or by adding a new
multiple dependent claim, the amendment should not
be eatered until the fee has been received. In view of
the requirements for multiple depeadent claims, no
smendment containing new claims or changing the
depeadeacy of claims should be entered before check-
ing whether the paid fees cover the costs of the
amended claims. The applicant, or his or her attorney
or agent, shouild be contacted to pay the additionsl
feeinthesamemannerascnrrentlyinexktewefor
such defects. Where a letter is written in insufficient
fee situation, a copy of the multiple dependent claim
fee calculation form PTO-1360 should be included for
applicant’s information.

If an apphcatlon filed prior to October 1, 1982 is
amended on or after October 1, 1982 to include a
proper multiple dependent claim for the first time, the
feesetforthm§l 16(d) must be paid.

If such an application coatained a proper multiple
dependent claim prior to October 1, 1982, the fee set
forthm§l lé(d)doanotapply '

‘the group clerk notes that the reference to
the prior claims is improper in an added or amended
multiple dependent claim, a notation should be made
mtheleﬁmargmnexttotheclmmltselfandthe
number 1, which is inserted in the “Dep. Claim”
column of that amendment on form PTO-1360,
should be circled in order to call this matter to the
examiner’s attention.

Handlmg of Dependent Clauns by the Examiner

Should any multiple dependent claim be in an appli-
cation filed prior to January 24, 1978 or include a
claim association or claim struciure the violates any
of the prohibitions, the claim should be objected to as
not being in proper form as required by 37 CFR 1.75
in the next Office action. Such an improper claim
need not be further treated on the merits.

Public Law 94-131, the implementing legislation
for the Patent Cooperation Treaty amended 35 U.S.C.
112 to state that “a claim in dependent form shall con-
tain a reference to a claim previously set forth.” The re-
quirement to refer to a previous claim has existed
only in 37 CFR 1.75(c) in the past.

The following procedures are to be followed by ex-
aminers when faced with claims which refer to nu-
merically succeeding claims:

If any series of dependent claims contains a claim
with an improper reference to a numerically follow-
ing claim which cannot be understood, the claim re-
ferring to a following claim should normally be ob-
jected to and not treated on the merits.

However, in situations where a claim refers to a nu-
merically following claim and the dependency is
clear, both as presented and as it will be renumbered
at issue, all claims should be examined on the merits
and no objection as to form need be made. In such
cases, the examiner will renumber the claims into
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mmduuthenmethe:pphcwmnm
(See example B, below). -
Anymmdpwblmshou!dbebmushtwthew-
pervhor’umewou.
Example A

(Claims 4 and 6 should be objected to as mot being
understood and should not be treated on the merits)
1. Independent
2. Dependent on claim §
3. Dependent on claim 2
4. . . . as in any preceding claim”
5. Independent
6. Dependent on claim 4

Example B

NoTe: Parenthetical numerals represent the claim

numbering for issue should all claims be allowed.

(All claims should be examined.)

t. (1) Independent

2. (5) Dependent on claim 5 (4)

3. (2) Dependent on claim 1 (1)

4. (3) Dependent on claim 3 (2)

5. (4) Dependent on either claim 1 (1) or clasim 3 (2)

The following practice is followed by patmt €Xam-

iners when making reference to a dependent claim
either singular or multiple:

1. When identifying a singular dependent claim
which does not include a reference to a multiple
dependent claim, either directly or indirectly, ref-
erence should be made only to the number of the
dependent claim.

2. When identifying the embodiments mcluded
within a multiple dependent claim, or a singular
dependent clairn which includes a reference to a
multiple dependent claim, either directly or indi-
rectly, each embodiment should be identified by
using the number of the claims involved, starting
with the highest, fo the extent necessary to specifi-
cally identify each embodiment.

3. When all embodiments included within a multi-
ple dependent claim or a singular dependent
claim which includes a reference to a multiple
dependent claim, either directly or indirectly, are
subject to a common rejection, objection or re-
quirement, reference may be made oanly to the
number of the dependent claim.

The following table illustrates the current practice

where each embodiment of each claim must be treat-
ed on an individual basis:

———
Claim No. Claim dependenc; Ap-
Y Al Cluims POV
poac-
tice
1 Independ 1 1
2 Depeande from 1 278 2
wan 3
&l an
a3/ 4
Y 3
Ul 62
L Y,
LY Y]
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ldentification
Clalm dependency Ae-
Al claims  PI0YSd
tice
Tevrimis v Depende from 6 ; Wi el

176/342/8  7/643
Wers8/3/2 TS

When all embodiments in a multiple dependent
claim situation (claims 4, 6 and 7 above) are subject to
a common rejection, objection or requirements, ref-
erence may be made only to the number of the indi-
vidual dependent claim. For example, if 4/2 and 4/3
were subject to a common ground of rejection, refer-
ence should be made only to claim 4 in the statement
of that rejection.

The provisions of 35 U.S.C. 132 require that each
Office action make it explicitly clear what rejection,
objection and/or requirement is applied to each claim
embodiment. o

Calculation of Fees When Multiple Dependent Claims

o Are Presented, Use of Form PTO-1360

To assist in the computation of the fees for multiple
dependent claims, a separate “Multiple Dependent
Claim Fee Calculation Sheet,” form PTO-1360, has
been designed for use with the current “Patent Appli-
cation Fee Determination Record”, form PTO-875.
Form PTO-1360 will be placed in the file wrapper by
the Application Division where multiple dependent
claims are in the application as filed. If multiple de-
pendent claims are not included upon filing, but are
later added by amendment, the examining group cleri-
cal staff will place the form in the file wrapper. If
there are multiple dependent claims in the application,
the total number of independent and dependent claims
for fee purposes will be calculated on form PTO-1360
and the total number of claims and number of inde-
pendent claims is then placed on form PTO-875 for
final fee calculation purposes.

If at least $300 ($150 if small entity status has been
established) was included with the application of
filing, but the total fee is insufficient, a “Notice of In-
sufficient Fee”, form PTO-1094, is placed in the file
wrapper by the Application Division as is currently
done. The notice should be mailed by the examining
group in accordance with established procedures.

Calculating Fees for Multiple Dependent Claims
Proper Multiple Dependent Claim

Section 41(a) of title 35, U.S.C., provides that
claims in proper multiple dependent form may not be
considered as single dependent claims for the purpose
of calculating fees. Thus, a multiple dependent claim
is considered to be that number of dependent claims
to which it refers. Any proper claim depending di-
rectly or indirectly from a multiple dependent claim is
also considered as the number of dependent claims as
referred to in the multiple dependent claim from
which it depends.

| 608.01(m)
Improper Mulu‘ple Dependent Claim

If any multiple dependent claim is improper, Appli-
cation Division may indicate that fact by placing an
encircled numeral “1” in the “Dep. Claims” column
of form PTO-1360. The fee for any improper multiple
dependent claim, whether it is defective for either not
being in the alternative form or for being directly or
indirectly dependent on a prior multiple dependent
claim, will only be one, since only an objection to the
form of such a claim will normally be made. This pro-
cedure also greatly simplifies the calculation of fees.
Any claim depending from an improper multiple de-
pendent claim will also be considered to be improper
and be counted as one dependent claim.

Fee calculation example

g

Independent 1
Dependent on claim 1
Dependent on claim 2
Dependent oa claim 2 or 3
Dependent oa claim 4
Dependent on claim 5
Dependent on claim 4, 50r 6 ..ot
Dependent on claim 7
Independent i
Diependent on claim 1 OF 9 covneecnncnceee

Dependent on claims 1 and 9.

Total 2

(<]~ [NNNE NI

~OPRINAMA WM

.._
ow

sa
v |

Comments on Fee Calculation Example

Claim I—This is an independent claim; therefore, a
numeral “1” is placed opposite claim number 1 in the
“Ind.” column.

Claim 2—Since this is a claim dependent on a
single independent claim, a numeral “1” is placed op-
posite claim number 2 of the “Dep.” column.

Claim 3—Claim 3 is also a single dependent claim,
so a numeral *1” is placed in the “Dep.” column.

Claim 4-—Claim 4 is a proper multiple dependent
claim. It refers directly to two claims in the alterna-
tive, namely, claim 2 or 3. Therefore, a numeral *2”
to indicate direct reference to two claims is placed in
the “Dep.” column opposite claim number 4.

Claim 5~This claim is a singularly dependent claim
depending from a multiple dependent claim. For fee
calculation purposes, such a claim is counted as being
that number of claims to which direct reference is
made in the multiple dependent claim from which it
depends. In this case, the multiple dependent claim
number 4 it depends from counts as 2 claims; there-
fore, claim S also counts as 2 claims. Accordingly, a
numeral “2” is placed opposite claim number 5 in the
“Dep.” column.

Claim 6~-Claim 6 depends indirectly from a multi-
ple dependent claim 4. Since claim 4 counts as 2
claims, claim 6 also counts as 2 dependent claims.
Consequently, a numeral “2” is placed in the “Dep.”
column after claim 6.
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Claim 7—This claim is a2 multiple dependent claim
since it refers to cleims 4, 5 or 6. However, as can be
seen by looking at the “2” in the “Dep.” column op-
posite claim 4, claim 7 depends from a muitiple de-
pendent clasim. This practice is improper under 35
U.S.C. 112 and § 1.75(c). Following the procedure for
calculating fees for improper multiple dependent
claims, & numeral “1” is placed in the “Dep.” column
with a circle drawn around it to alert the examiner
that the claim is improper.

Claim 8—Claim 8 is improper since it depends from
an improper claim. If the base claim is in error, this
error cannot be corrected by adding additional claims
depending therefrom. Therefore, a numeral “1“ with
a circle around it is placed in the “Dep.” column.

Claim 9—Here again we have an independent claim
which is always indicated with a numeral “1” in the
“Ind.” column opposite the claim number.

Claim 10—This claim refers to two independent
claims in the alternative. A numeral “2” is therefore
placed in the “Dep.” column opposite claim 10.

Claim 1I—Claim 11 is a dependent claim which
refers to two claims in the conjunctive (“1 and 9™)
rather than in the alternative (“1 or 9”). This form is
improper under 35 U.S.C. 112 and Rule 1.75(c). Ac-
cordingly, since claim 11 is improper, an encircled
number *“1” is placed in the “Dep.” column opposite
Claim 11.

Calculation of Filing Fee

After the number of “Ind.” and “Dep.” claims are
noted on form PTO-1360, each column is added. In
this example, there are 2 independent claims and 13
dependent claims or a total of 15 claims. The number
of independent and total claims can then be placed on
form PTO-875 and the fee calculated.

The initial determination, for fee purposes, as to
whether a claim is dependent must be made by per-
sons other than examiners; it is necessary, at that time,
to accept as dependent virtually every claim which
refers to another claim, without determining whether
there is actually a true dependent relationship. Such
acceptance does not, however, preclude a subsequent
holding by the examiner that a claim is not a proper
dependent claim. Any claim which is in dependent
form but which is so worded that it, in fact is not, as
for example it does not include every limitation of the
claim on which it depends, will be required to be can-
celed as not being a proper dependent claim; and can-
cellation of any further claim depending on such a de-
pendent claim will be similarly required. The appli-
cant may thereupon amend the claims to place them
in proper dependent form, or may redraft them as in-
dependent claims, upon payment of any necessary ad-
ditional fee.

An essential characteristic of a proper dependent
claim is that it shall include every limitation of the
claim from which it depends (35 U.S.C. 112} or in
other words that it shall not conceivably be infringed
by anything which would not also infringe the basic
claim. Thus, for example, if claim 1 recites the combi-
nation of elements g, b, ¢ and d, a claim reciting the

MANUAL OF PATENT EXAMINING PROCEDURE

structure of claim 1 in which d was omitted or re-
placed by e would not be a proper dependent claim,
even though it placed further limitations on the re-
maining elements or added still other elements.

Examiners are reminded that a dependent claim is
directed to a combination including everything recit-
ed in the base claim and what is recited in the de-
pendent claim. It is this combination that must be
compared with the prior art, exactly as if it were pre-
sented as one independent claim.

The fact that a dependent claim which is otherwise
proper might require a separate search or be separate-
ly classified from the claim on which it depends
would not render it an improper dependent claim, al-
though it might result in a requirement for restriction.

The fact that the independent and dependent claims
are in different statutory classes does not, in itself,
render the latter improper. Thus, if claim 1 recites a
specific product, a claim for the method of making
the product of claim 1 in a particular manner would
be a proper dependent claim since it could not be in-
fringed without infringing claim 1. Similarly, if claim
I recites a method of making a product, a claim for a
product made by the method of claim 1 could be a
proper dependent claim. On the other hand, if claim 1
recites a method of making a specified product, a
claim to the product set forth in claim 1 would not be
a proper dependent claim if the product might be
made in other ways. Note, that since § 1.75(c) re-
quires the dependent claim to further limit a preced-
ing claim, this rule does not apply to product-by-
process claims.

CLAIM FORM AND ARRANGEMENT

A singular dependent claim 2 could read as follows:

2. The procuct of claim 1 in which . . .

A series of singular dependent claims is permissible
in which a dependent claim refers to a preceding
claim which, in turn, refers to another preceding
claim.

A claim which depends from a dependent claim
should not be separated therefrom by any claim
which does not also depend from said “dependent”
claim. It should be kept in mind that a dependent
claim may refer back to any preceding independent
claim. These are are the only restrictions with respect
to the sequence of claims and, in general, applicant's
sequence should not be changed. See § 608.01(). Ap-
plicant may be so advised by using Form Paragraph
6.18.

6.18 Series of Singular Dependent Claims

A series of singular dependent claims is permissible in which a
dependent claim refers to & preceding claim which, in turn, refers
to another preceding claim.

A claim which depends from a dependent claim should not be
separated by any claim which does not also depend from said de-
pendent claim. It should be kept in mind that 8 dependent claim
may refer to any preceding independent claim. In general, appli-
cant's sequence will not be changed. See § 608.01(n) MPEP.

The numbering of dependent cleims and the num-
bers of preceding claims referred to in dependent
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claims should be carefully checked when claims are
renumbered upon allowance.

REJECTION AND OBIECTION

If the base claim has been cancelled, a claim which
is directly or indirectly dependent thereon should be
rejected as incomplete. If the base claim is rejected,
the dependent claim should be objected to rather than
rejected, if it is otherwise allowable.

Form Paragraph 7.43 can be used to state the ob-
jection.

7.43  Objection to Claims, Allowable Subject Matter

Claim [1] objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form in-
cluding all of the limitations of the base claim and any intervening
claims.

608.01(c) Basis for Claim Terminology in De-
scription

The meaning of every term used in any of the
claims should be apparent from the descriptive por-
tion of the specification with clear disclosure as to its
import, and in mechanical cases it should be identified
in the descriptive portion of the specification by refer-
ence to the drawing, designating the part or parts
therein to which the term applies. A term used in the
claims may be given. a special meaning in the descrip-
tion. No term may be given a meaning repugnant to
the usual meaning of the term.

Usually the terminology of the original claims fol-
lows the nomenclature of the specification, but some-
times in amending the claims or in adding new claims,
new terms are introduced that do mot appear in the
specification. The use of a confusing variety of terms
for the same thing should not be permitted.

New claims and amendments to the claims already
in the case should be scrutinized not only for new

matter but also for new terminology. While an appli- -

cant is not limited to the nomenclature used in the ap-
plication as filed, yet whenever by amendment of his
claims, he or she departs therefrom, he or she should
make appropriate amendment of his specification so as
to have therein clear support or antecedent basis for
the new terms appearing in the claims. This is neces-
sary in order to insure certainty in construing the
claims in the light of the specification. Ex parte
Kotler 1901 C.D. 62; 95 O.G. 2684. See 37 CFR 1.75,
§§ 608.01(i) and 1302.01.

The specification should be objected to if it does
not provide proper antecedent basis for the claims by
using Form Paragraph 7.44.

7.44 Claimed Subject Marter not in Specification

The specification is objected to as failing to provide proper ante-
cedent basis for the claimed subject matter. See 37 CFR 1.75(d)(1)
and MPEP 608.01(1). Correction of the following is required: [1}

608.0i(p) Completeness

Newly filed applications obviously failing to dis-
close an invention with the clarity required are dis-
cussed in § 702.01.

A disclosure in an application, to be complete, must

contain such description and details as to enable any
person skilled in the art or science to which the in-

608.01(p)

vention pertains to make and use the invention as of
its filing date, In re Glass 181 USPQ 31; 492 F.2d
1228 (CCPA 1974).

While the prior art setting may be mentioned in
general terms, the essential novelty, the essence of the
imvention, must be described in such details, including
proportions and techniques where necessary, as to
enable those persons skilied in the art to make and uti-
lize the invention.

Specific operative embodiments or examples of the
invention must be set forth. Examples and description
should be of sufficient scope as to justify the scope of
the claims. Markush claims must be provided with
support in the disclosure for each member of the Mar-
kush group. Where the constitution and formula of a
chemical compound is stated only as a probability or
speculation, the disclosure is not sufficient to support
claims identifying the compound by such composition
or formaula.

A complete disclosure should include a statement of
utility. This usually presents no problem in mechani-
cal cases. In chemical cases, varymg degrees of speci-
ficity are required. :

A disclosure involving a new chemical compound
or composition must teach persons skilled in the art
how to make the compound or composition. Incom-
plete teachings may not be completed by reference to
subsequently filed applications.

A. GUIDELINES FOR CONSIDERING DISCLOSURES OF
UTiLiTy IN DRUG CASES

General

These guidelines are set down to provide umiform
handling of applications disclosing drug or pharma-
ceuatical utility. They are intended to guide patent ex-
aminers and patent applicants as to criteria for utility
statements. They deal with fundamental questions and
are subject to revision and amendment if future case
law indicates this to be necessary. _

The following two basic principles shall be fol-
lowed in considering matters relating to the adequacy
of disclosure of utility in drug cases:

(1) The same basic principles of patent law which
apply in the field of chemical arts shall be applicable
to drugs, and

(2) The Patent and Trademark Office shall confine
its examination of disclosure of utility to the applica-
tion of patent law principles, recognizing that other
agencies of the Government have been assigned the
responsibility of assuring conformance to the stand-
ards established by statute for the advertisement, use,
sale or distribution of drugs. In re Krimmel, 48 CCPA
1116, 292 F.2d 948, 130 USPQ 215 (1961); In re
Hartop et al., 50 CCPA 780, 311 F.2d 249, 135 USPQ
419 (1962).

A drug is defined by 21 U.S.C. 321(g)

The term ““drug” means (A) articles recognized
in the official United States Pharmacopeia, offi-
cial Homeopathic Pharmacopeia of the United
States, or official National Formulary, or any
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supplement to any of them; and (B) articles in-
tended for use in the diagnosis, cure, mitigation,
treatment, or prevention of disease in man or
other animals; and (C) articles (other than food)
intended to affect the structure or any function of
the body of man or other animals; and (D) arti-
cles intended for uge as a component of any arti-
cles specified in clause (A), (B) or (C); but does
not include devices or their components, parts, or
accessories,

In addition, compositions adapted to be applied to or
used by human beings, e.g., cosmetics, dentifrices,
mouthwashes, etc., may be treated in the same
manner as drugs subject to the conditions stated.

Any proof of a stated utility or safety required pur-
suant to these guidelines may be incorporated in the
application as filed, or may be subsequently submitted
by affidavit if and when required. The Patent and
Trademark Office, in reaching its own independent
decisions on questions of utility and how to use under
35 U.S.C. 101 and 112, will continue to avail itself of
assistance and information from the Secretary of
Health and Human Services as authorized by 21
U.S.C. 372(b), when necessary.’

In accordance with the basic principles set forth
above, the following procedures shall be followed in
examining patent applications in the drug field with
regard to disclosures relating to utility.

35 US.C. 101

Utility must be definite and in currently available
form; (Brenner v. Manson, 383 U.S. 519, 148 USPQ
689) not merely for further investigation or research
but commercial availability is not necessary. Mere as-
sertions such as “therapeutic agents,” (In re Lorenz et
al, 49 CCPA 1227, 305 F.2d 875, 134 USPQ 312; cf.
Ex parte Brockmann et al, 127 USPQ 57) “for phar-
maceutical purposes,” (In re Diedrich, 50 CCPA 1355,
318 F.2d 946, 138 USPQ 128) “biological activity,”
(In re Kirk et al, 54 CCPA 1119, 153 USPQ 48; Ex
parte Lanham, 135 USPQ 106) “intermediate,” (In re
Joly et al., 54 CCPA 1159, 153 USPQ 45; In re Kirk et
al, 54 CCPA 1119; 153 USPQ 48) and for making
further unspecified preparations are regarded as insuf-
ficient.

If the asserted utility of a compound is believable
on its face to persons skilled in the art in view of the
contemporary knowledge in the art, then the burden
is upon the examiner to give adequate support for re-
jections for lack of utility under this section (J/n re
Gazave, 54 CCPA 1524, 154 USPQ 92). On the other
hand, incredible statements (In re Citron, 51 CCPA
852, 325 F.2d 248, 139 USPQ 516; In re Oberweger, 28
CCPA 749, 1'5 F.2d 826, 47 USPQ 455; Ex parte
Moore et al, 128 USFQ 8) or statements deemed un-
likely to be correct by one skilled in the art (In re
Ruskin, 53 CCPA. 872, 354 F.2d 395, 148 USPQ 221;
In re Pottier, 54 CCPA 1293, 153 USPQ 407; In re
Novak et al., 49 CCPA 1283, 306 F.2d 924, 134 USPQ
335. See also, In re Irons, 52 CCPA 938, 340 F.2d 974,
144 USPQ 351) in view of the contemporary knowl-
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edge in tbeart will require adequate proof on the part
of applicants for patents.

Proof of utility under this section may be estab-
lished by clinical or in vivo or in vitro data, or combi-
nations of these, which would be convincing to those
skilled in the art (/n re Irons, 52 CCPA 938, 340 F.2d
924, 144 USPQ 351; Ex parte Paschall, 88 USPQ 131;
Ex parte Pennell et al, 99 USPQ 56; Ex parte Fergu-
som, 117 USPQ 229; Ex parte Timmis, 123 USPQ 581).
More particularly, if the utility relied on is directed
solely to the treatment of humans, evidence of utility,
if required, must generally be clinical evidence. (Ex
parte Timmis, 123 USPQ 581) although animal tests
may be adequate where the art would accept these as
appropriately correlated with human utility (Ja re
Hartop et al,, 50 CCPA 780, 311 F.2d 249, 135 USPQ
419; Ex parte Murphy, 134 USPQ 134). If there is no
assertion of human utility, (Blicke ». Treves, 44 CCPA
753, 241 F.2d 718, 112 USPQ 472; In re Krimmel, 48
CCPA 1116, 292 F.2d 948, 130 USPQ 215; In re
Dodson, 48 CCPA 1125, 292 F.2d 943, 130 USPQ 224;
In re Hitchings, 52 CCPA 1141, 342 F.2d 80, I44
USPQ 637) or if there is an assertion of animal utifity,
(In re Bergel et al., 48 CCPA 1102, 292 F.2d 955, 130
USPQ 206; Ex parte Melvin, 155 USPQ 47) operative-
ness for use on standard test animals is adequate for
patent purposes.

Exceptions exist with respect to the general rule ze-
lating to the treatment of humans. For example, com-
positions whose properties are generally predictable
from a knowledge of their components, such as laxa-
tives, antacids and certain topical preparations, re-
quire little or no clinical proof (Ex parte Harrison et
al, 129 USPQ 172; Ex parte Lewin, 140 USPQ 70).

Although absolute safety is not necessary to meet
the utility requirement under this section, a drug
which is not sufficiently safe under the conditions of
use for which it is said be be effective will not satisfy
the utility requirement (/n re Hartop et al, 50 CCPA
780, 311 F.2d 249, 135 USPQ 419; In re Anthony, 162
USPQ 594 (CCPA 1969); In re Watson, 186 USPQ 11
(CCPA 1975)). Proof of safety shall be required oaly
in those cases where adequate reasons can be ad-
vanced by the examiner for believing that the drug is
unsafe, and shall be accepted if it establishes a reason-
able probability of safety.

35 US.C 112

A mere statement of utility for pharmacological or
chemotherapeutic purposes may raise a gquestion of
compliance with section 112, particularly *. . . as to
enable any person skilled in the art to which it per-
tains . . . to use the same.” If the statement of utility
contains within it a connotation of how to use, and/or
the art recognizes that standard modes of administra-
tion are contemplated, section 112 is satisfied (In re
Johnson, 48 CCPA 733, 282 F.2d 370, 127 USPQ 216;
In re Hitchings et al., 52 CCPA 1141, 342 F.2d 80, 144
USPQ 637). If the use disclosed is of such nature that
the art is unaware of successful treatments with
chemically analogous compounds, a more complete
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mtementofhowwmemustbemppﬁedthatfmch
mlogywerenotgtaem(lnreﬂlm«al $2
CCPA 1363, 348 595, 145 USPQ 432; In re
Schmidt et al,: 54 CCPA 1577, 153 USPQ 640). It is
Mnueuarytospecnfythedougeormmdofw
if it is' obvious to one skilled in the art that such infor-
mation could be obtained without undue experimenta.
tion.

With respect to the adequacy of disclosure that a
claimed genus possesses an asserted utility represent-
ative examples together with a statement applicable to
the genus as & whole will ordinarily be sufficient if it
would be deemed likely by one skilled in the art, in
view of contemporary knowledge in the art, that the
claimed genus would possess the asserted utility (In re
Oppenauer, 31 CCPA 1248, 143 F.2d 974, 62 USPQ
297; In re Cavdllito et al, 48 CCPA 711, 282 F.24 357,
127 'USPQ 202; In re Covallito et al, 48 CCPA 720,
282 'F.2d 363, 127 USPQ :206; In re Schmidi; 48
CCPA 1140, 293 F.2d 274, 130 USPQ 404; In re Ca-
vallito, 49 CCPA 1335, 306 F.2d 505, 134 USPQ 370;
In re Surrey, 54 CCPA 855, 370 F.2d 349, 151 USPQ
724; .In re Lund et .al, S4 CCPA 1361, 153 USPQ
625). Proof of wutility will be reqmred for other mem-
bers of the claimed genus only in those cases where
adquate reasons can be advanced by the examiner for
believing that the ‘genus as a whole does not possess
the asserted utility. Conversely, a sufﬁcientnnmbet of
representative examples, if disclosed im the prior art
will constitute a disclosure of the genus to which they
belong. -

In the case of mixtures lncludmg a drug as an lngre-
dient, or mixtures which are drugs, or methods of
treating a specific condition with a drug, whether old
or new, a specific example should ordinarily be set
forth, which should inciude the organism treated. In
appropriate cases, such an example may be inferred
from the disclosure taken as a whole and/or the
knowledge in the art (e.g., gargle).

Where the claimed compounds are capable of sev-
eral different utilities and one use is adequately de-
scribed in accordance with these guidelines, additional
utilities will be investigated for compliance with sec-
tions 101 and 112 only if not believable on their face
to those of ordinary skill in the art in view of the
comtemporary knowledge of the art. Failure to meet
these standards may result in a reguirement to cancel
such additional utilities (Ex parte Lanhan, 121 USPQ
223; Ex parte Moore et al, 128 USPQ 8&; In re Citron,
51 CCPA 852, 325 F.2d 248, 139 USPQ 516; In re
Goutlieb et al, 51 CCPA 1114, 328 F,2d 1016, 140
USPQ 665).

B. INCORPORATION BY REFERENCE

An application as filed must be complete in itself in
order to comply with 35 U.S.C. 112; however this
does not bar incorporation by reference. Ex parte
Schwarze, 151 USPQ 426 (Bd. of Appeals, 1966). An
application for a patent when filed may incorporate
“essential material” by reference to (1) a United States
patent or (2) an allowed U.S. application, subject to
the conditions set forth below. “Essential material” is

defined es thet which is necessary to (1) support the
claims, or (2) for adequate disclosure of the invmﬁon
(35 U.S.C. 112), “Essential material” may not be in-
corporated by reference to (1) patents or applications
published by foreign countries or patent of-
fices, to (2) nonpatent pubhcmom. to 3) a US.
patent or which itself incorporates “essen-
tial material” by reference or to (4) a foreign applica-
tion. See fn re Fouche, 169 USPQ 429; 439 F.2d 1237
(CCPA 1971).

Nonessential subject matter may be incorporated by
reference to (1) patents or application published by
the United States or foreign countries or regionsl
patent offices, (2) prior filed, commonly owned U.S.
applications or (3) nonpatent publications, for pus-
poses of indicating the background of the invention or
illustrating the state of the art.

The referencing application must include (1) an ab-
stract, (2) & brief summary of the inveuntion, (3) an
identification of the referenced patent or application,
(4) at least one view in the drawing in those spplica-
tions admitting of a drawing, and (5) one or more
claims. Particular attention should be directed to spe-
ciﬁc-ponions of the referenced patent or application.

Complete Disclosure Filed

If an apphcauon is filed with a complete disclosure,
essential material may be cancelled by amendment
and the same material substituted by reference to a
patent or a pending and commonly owned allowed
application in which the issue fee has been peaid. The
amendment must be accompanied by an affidavit or
declaration executed by the applicant or his attormey

‘or agent stating that the material cancelled from the

application is the same material that has been incorpo-
rated by reference.

Tssue Fee Paid

If an application incorporates essential material by
reference to a U.S. patent or a pending and common-
ly owned allowed U.S. application for which the issue
fee has been paid, applicant will be required prior to
examination to furnish the Patent and Trademark
Office with a copy of the referenced material together
with an affidavit or declaration executed by the appli-
cant or his attorney or agenmt stating that the copy
consists of the same material incorporated by refer-
ence in the referencing application. However, if a
copy of a printed U.S. patent is furnished, no affidavit
or declaration is required.

Issue Fee Nov Paid

If an application incorporates essential material by
reference to a pending and commonly owned applica-
tion other than one in issue with the fee paid, appli-
cant will be required prior to examination to amend
the disclosure of the referencing application to in-
clude the material incorporated by reference. The
amendment must be sccompanied by an affidavit or
declaration executed by the applicant or his attorney
or agent stating the the amendatory material consists
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of the same material. mcorpomedbyreferencemthe
referencing, upphcauon. f

Impmper Immomion

" 'The filing date of any application ‘wherein essential
material is improperly incorporated by reference t0 a
foreign ﬁpphcmon or patent or to a publication will
not be affected because of the presence of such refer-
ence. In such a case, the applicant will be requxred to
amend the disclosure to include the matenal incorpo-
rated by reference.

Form Paragraph 6.19 may be used.

6.19 Incorpordtion by Reference, Fomgn Patent or Application

The incorporation of essentisl material by reference to a fomgn
application or fomgn patent of to a pablicition imserted in the
specification is imiproper. Applicant is required to emend the disclo-
sure 1o include the material incorporated by reference. The amend-
ment must be accompanied by zn affidavit or declaration executed

by the applicant, or applicant’s attotney or sgeat, stating thet the
i amendatorymatemlconastsoﬁhcmm&cmlmcorpouwdby
teference. in the vefereticing 4 . 'In re Hawkins, 486 F. 2d
569, 179 USPQ :157; Inrelkwhm,&%? 2d 57'9 l79!JSPQ 163;
lnrelhwkms, 486 F.. 2d$77 179 USPQ 167. . :

* The amendment must be accompamed by an afﬁda—
vit or declaration executed by the applicant, or his at-
torney: or agent; stating’ that the amendatory material
consists of the same material incorporated by refer-
ence in the reférencing application. In re Hawkins, 486
F. 2d: 569, 179 -USPQ 157; In re Hawkins, 486 F. 2d
579, 179 USPQ 163; In re Hawkins, 486 F 24 577 179
USPQ 167, (CCPA, 1973).

Rehance upon a commonly assigned copendmg ap-
phcatlon by ‘a different inventor may otrdinarily be
made -for: the purpose of completing the disclosure.
See: In re Fried et al, 141 USPQ 27, 51 CCPA 1118
(1964), and General Electric Company v. Brenner, 407
F. 2d 1258 159 USPQ 335 (CADC 1968).

Since a disclosure must be complete as of the filing
date, subsequent publications or subsequently filed ap-
plications cannot be relied upon to establish a con-
structive reduction to practice.

.C. DEPOSIT OF MICROORGANISMS

Some inventions which are the subject of patent ap-
plications depend on the use of microorganisms which
must be described in the specification in accordance
with 35 U.S.C. 112. No problem exists whea the mi-
croorganisms used are known and readily available to
the pubiic. When the invention depends on the use of
a microorganismm which is not so known and readily
available, applicants must take additional steps to
comply with the requirements of § 112.

In re Argoudelis, et al, 168 USPQ 99 (CCPA, 1970),
accepted a procedure for meeting the requirements of
35 U.S.C. 112. Accordingly, the Patent and Trade-
mark Office will accept the following as complying
with the requirements of § 112 for an adequate disclo-
sure of the microorganism required to carry out the
invention:

(1) the applicant, no later than the effective U.S.
filing date of the application, has made a deposit of a
culture of the microorganism in a depository afford-
ing permanence of the deposit and ready accesibility

MANUAIL OF PATENT EXAMINING PROCEDURE

themobythepubhcxfnpueutumted,undum
ditions which assure (a) that access to the culture will
be available during peadency of the patent applicetion
to one determined by the Commissioner to be eatitied
thereto under 37 CFR 1.14 and 35 U.S.C. 122, and (b)
that all restrictions on the availability to the public of
the. culture so deposited will be irrevocably removed
upon the granting of the patent;

(2) such deposit is referred to in the body of the
specification as filed and is identified by deposit
number, name and address of the depository, and the
taxonomic description to the extent available is in-
cluded in the specification; and

(3) the applicant or his assigns has provided assur-
ance of permanent availability of the caulture to the
public through a depository meeting the requiremnents
of (1). Such sssurance may be in the form of an aver-
ment voder oath or by dechratnon by the applicant to
this effect. =

A copy of the applicant’s contract with the depon-
torymybereqmredbytheexammertobemadeof
record as evidence of making: the culture avmhble
under the conditions stated above. -

D. SIMULATED OR PREDICTED TEST Rlssuus OR
PROPHETIC EXAMPLBS

Simulated or predicted test results and prophetical
examples (paper examples) are permitied in patent ap-
plications. Working examples correspond to work ac-
tually performed and may describe tests which have
actually been conducted and results that were
achieved. Paper examples describe the manner and
process of making an embodiment of the imvention
which has not actually been conducted. Paper exam-
ples should not be represented as work actually done.
No results should be represented as actual resulis
unless they have actually been achieved. Paper exam-
ples should not be described using the past tense.

Note.—For problems arising from the designation
of materials by trademarks and trade names, see
§ 608.01(v).

608.01(¢) Substitute or Rewritten Specification

37 CFR 1.125. Substitute specification. If the number or asture of
the amendments shall render it difficult to consider the case, or to
arvange the papers for priating or copying, the examiner may re-
quire the entire specification, incleding the cleims, or amy peart
thereof, 10 be rewritien. A substitute specification may not be ac-
cepted unfess it has been required by the examiner or unless it is
clear 1o the exsminer that acceptance of a substitute specification
would facilitate processing of the application. Any substitute speci-
fication filed must be sccompained by a staterment that the substi-
tute specification includes no new matter. Such statement must be a
verified statement if made by a person not registered to prectice
before the Office.

The specification is sometimes in such faulty Eng.

" lish that a new specification is necessary; in such in-

stances a new specification should be required.

Form Paragraph 6.28 may be used in such an in-
stance.
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plisnce with 31CFR152(landb)|sreqmred The addition of

new matter is prohibited by 38 U.S.C. 132.

Under current practice, substitute specifications
may be voluntsrily filed by the applicant if he or she
desires. A substitute specification will normally be ac-
cepted by the Office even if it has not been required
by the examiner. Substitute specifications will be ac-
cepted if applicant submits therewith a hand corrected
copy of the portions of the original specification
which are being added and deleted and a statement
that the substitute specification includes no new
matter and that the substitute specification includes
the same changes as are indicated in the hand correct-
ed original specification. Such statement must be a
verified statement if made by a person not registered
to practice before the Office. Additions should be in-
dicated by underlining and deletions should be indi-
cated between brackets. Examiners may also require a

substitute: speclﬁcmon where it is consxdered to: be

neécessary.

‘However, any substltute page of the specification,
or entire ‘specification, filed must be accompanied by
an_affidavit (oath or declaration) indicating that mo
new matter was included. There is no obligation on
the examiner to ‘make a detailed comparison between
the old and the mew specifications for determining
whether or not new matter has been added. If, how-
ever, an examiner becomes aware that new matter is
present, objeciion thereto should be made.

- The filing of a substitute specification rather than
amending the original application has the advantage
for applicants of eliminating the need to prepare an
amendment of the specification. If word processing
equipment is used by applicants, substitute specifica-
tions can be easily prepared. The Office receives the
advantage of saving the time needed to enter amend-
ments in the specification and a reduction in the
number of printing errors.

A substitute specification should normally be en-
tered. See § 714.20.

New matter in amendment, see § 608.04.

Application prepared for issue, see § 1302.02.

608.01(r) Derogatory Remarks About Prior Art
Specification

The applicant may refer to the general state of the
art and the advance thereover made by his or her in-
vention, but he or she is not permitted to make de-
rogatory remarks concerning the inventions of others.
Derogatory remarks are statements disparaging the
products or processes of any particular person other
than the applicant, or statements as to the merits or
validity of applications or patents of another person.
Mere comparison with the prior art are not consid-
ered to be disparaging per se.

608.01(s) Restoration of Canceled Matter

Canceled text in the specification or & canceled
claim can be restored only by presenting the canceled
matter as a new insertion. See 37 CFR 1.124, § 714.24.

608.01() UseinthMApﬁleon

A reservation for a future application of subject
matter disclosed butnotcmdmnpmdmapplna—
tion will not be permitted in the pending application,
37 CFR 1.79, § 608.01(e).

While a specification cannot be transferred to an-
otlwrappkcatm drawings muybetmmfmed from a
prior application to a later case by the same inventor
if they are no longer needed in the prior application,
note §§ 608.02(i) to 608.02(k).

608.01(w) Use of Formerly Filed Incomplete Ap-
plication

Parts of an incomplete application which have been
retained by the Office may be used as part of a com-
plete application if the missing parts are later sup-
plied. See §§ 506 and 506.01.

608.01(v). Trademarks and Names

The expressions “trademarks” and “names used in
trade™ as used below have the following meanings:

Trademark: a word, letter, symbol or device adopt—
ed by one manufacturer or merchant and used to
identify and dxsnngmsh his product from those of
others. It is a proprietary word pointing distinctly to
the product of one producer.

Names Used in Trade: a nonproprietary name by
which an article or product is known and called
among traders or workers in the art, although it may
not be so known by the public generally. Names used
in trade do not point to the product of one producer,
but they idantify a single article or product irrespec-
tive of producer.

Names used in trade are permissible in patent appli-
cations if:

(1) Their meanings are established by an accompa-
nying definition which is sufficiently precise and defi-
nite to be made a part of a claim, or

(2) In this country, their meanings are well known
and satisfactorily defined in the literature.

Condition (1) or (2) must be met at the time of
filing of the complete application.

TRADEMARKS

The relationship between a trademark and the prod-
uct it identifies is sometimes indefinite, uncertain and
arbitrary. The formula or characteristics of the prod-
uct may change from time to time and yet it may con-
tinue to be sold under the same trademark. In patent
specifications, every element or ingredient of the
product should be set forth in positive, exact, intelligi-
ble language, so that there will be no uncertainty as
to what is meant. Arbitrary trademarks which are
liable to mean different things at the pleasure of man-
ufacturers do not constitute such language.

However, if the product to which the trademark
refers is otherwise set forth in such language that its
identity is clear the examiners are authorized to
permit the use of the trademark if it is distinguished
from common descriptive nouns by capitalization. If
the trademark has a fixed and definite meaning it con-
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stitutes sufﬁggcntmxldcquﬁutmn unless come physical

or chemical chi ic of the article or material is
involved ‘in the invention. In that eveat as also in
those cases where the trademark has no fixed and def-
inite 'meaning, identification by scientific or other ex-
planatory language is necessary. -

: ﬂnmnnerofmfﬁcmcyofduclomremmbede-
cided on an individual case by case basis. In re Met-
7;15%)‘“ Lowe, 161 USPQ 789; 869 0.G. 691 (CCPA

Where the ldentxficatm of a trademark is intro-
duced by amendment it must be restricted to the char-
acteristics of the product known at the time the appli-
cation was filed to avoid any question of new matter.

If proper identification of the product sold under a
trademark, or a product referred to only by & name
used in trade, is omitied from the specification and
such identification is deemed necessary - under “the
principles set forth above, the examiner should hold
the disclosure insufficient and reject on the ground of
msufﬁclent disclosure any claims based on the identifi-
cation of the prodnct mcrely by trademark or by the
name ‘used in trade. If the product cannot be other-
wise defined, an’ amendment defining the process of
its manufacture may be permitted. Such amendments
must be supported by satisfactory showings establish-
ing that the specific nature or _process of manufacture
of the product as set forth in the amendment was
known at the time of filing of the application. -

Although the use of trademarks having definite
meamngs is permissible in patent applications, the pro-
prietary nature of the marks should be respected.
Trademarks should be identified by capitalizing them
and placing them between quotatlon marks. Every
effort made to prevent their use in any manner which
might adversely affect their validity as trademarks.

Form paragraph 6.20 may be used.

6.20 Trademarks and Their Use. .

The use of the trademark {1] has been noted in this application. It
should be capitalized and placed between parentheses wherever it
appears and be accompenied by the generic terminology.

Althoughthemofmdemrhupemmablempawntapp!m
tions, the proprietary nature of the marks should be respected and
every effort made to prevent their use in any manner which might
adversely affect their validity as trademarks.

Exsminer Note:

Capitalize the word in the bracket.

The examiner should not permit the use of language
such as “the product X (a descriptive name) common-
ly known as Y (trademark)” since such language does
not bring out the fact that the latter is a trademark.
Language such as “the product X (a descriptive
name) sold under the trademark Y” is permissible.

The use of a trademark in the title of an application
should be avoided as well as the use of a trademark
coupled with the word “type”; i.e.,, “Band-Aid type
bandage.”

The owner of a trademark may be identified in the
specification.

Group directors should reply to all trademark
misuse complaint letters and forward a copy to the
editor of this manual.

MANUAL OF PATENT EXAMIN!NG ROCEDURE

See appendix [ for a partial listing of trademarks
and the perticular goods to which they apply.
608.02 Drawing

35 USC 113 Drawings. The spplicant shell furmish o deawing
where necemary for the undersisnding of the subject matter to be
patested. When the nature of such subject matter admits of illustra-
mw:mmwewpﬁemhmmmham
tng, the Commimioner may require its submission within & time
petiod of ot less then two months from the sendiag of a motice
thereof. Dirawings submitied after the filing date of the application
may pot be used () to overcome aay insufficiency of the specula-
tion dee to lack of en ensbling disclosure or otherwise insdoguate
disclommre therein, or (i) to supplement the osiginel disclowmme
thereof for the purpose of interpretation of the scope of say claim.

37 CFR 1.81. Drawings reguired. (8) The applicsat for a patest
reqwadwfumhaduwmgofhsmvmwhaznmyfor

of the subject matter sought to be pateated; this
dnwmgmustbeﬁledwnhlheapplmon

(b) Draviings may include illustrations which fecilitate an undes-
stmdmgofthemvenuon(forexample.ﬂowsheetsmcmofpm
eszen, and disgrammatic views).

(c) Whesever the nature of the suhject matter soeght o be pat-
ented admits of illustration by & drewing without its being nmeces-
sary for the understanding of the subject matter and the applicass
has Bot fernished such a drawing, the examiner will reguire its sgb-
mmonwnhnaumepenodofnotlasﬂnntwomomhs&umtbe
dste of the seading of a notice thereof.

(d)&wmpmbmnednﬁathefmngdateoflhem
may not be used to overcome any insufficiency of the specification
due to lack of an cnabling disclosure or otherwise insdequate dis-
closure therein, or to supplement the original disclosure thereof for
the purpose of interpretation of the scope of any claim.

37 CFR 1.84, Standards for drawings.

(2) Paper and ink. Drawings must be made epon peper which i
flexible, strong, white, smooth, noashiny and dureble. Two-ply end
three-ply beistol board is preferred. The surface of the peper should
be calendered and of a quality which will permit erasure and cor-
rection with India ink. Indis ink, or its equivalent in quality, is pre-
ferred for pen drawings to secure perfectly black sclid lives. The
use of white pigment to cover lines is not normaelly scceptable.

@) Size of sheet and margins. The size of the sheets on which
drawings are made may either be exactly 8% by 14 inches (21.6 by
35.6 cm) or exactly 21.0 by 29.7 cm. (DIN size Ad). All drawiag
sheets in & perticular application must be the same size. One of the
shorter sides of the sheet is regarded 23 its top.

(1) O 8% by 14 inch drawing sheets, the drawing must inclade
a top margin of 2 inches (5.1 cm.) and bottom and side margins of
Y inch (6.4 mm.) from the edges, thereby leaving a “sight™ precise-
ly 8 by 113% inches (20.3 by 29.8 cm.). Margmborderhmmmt
permitted. Al work must be included within the “sight™. The
sheets may be provided with two % inch (6.4 mm.) dismeter holes
having their centerlines spaced *Vie inch (17.5 mm.) below the top
edge and 2% inches (7.0 cm.) apart, said holes being equally spaced
from the respective side edges.

(2) On 21.0 by 29.7 cm. drawing sheets, the drawing must include
a top margin of at least 2.5 cm., & left side margin of 2.5 cm., 2
right side margin of 1.5 cm., and s bottom margin of 1.0 cm.
Margin border lines are not permitted. All work must be coatsined
within a sight size not to exceed 17 by 26.2 cm.

(&) Character of lines. All drawings must be meade with drafting
instruments or by & process which will give them sstisfactory re-
production cherscteristics. Every line and letter must be durable,
black, sufficiently dense and derk, uniformly thick and well defined;
the weight of all lines and letters must be heavy enough to permit

adeguate reproduction. This direction spplies to all lines however |

fine, to shading, end to lines representing cut surfaces in sectivmal
views. All lines must be clean, shorp, aad solid. Fine or crowded
lines should be avoided. Solid black should not be used for section-
el or surfece sheding. Freehnndwmkahonldbeavo«iedwhum
it is possible to do so.
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(d) ﬂutcﬁing and Mng. [)) Hntchmg ﬂnould e mode by ob-
plnllel lmei spaced wﬁicien(ly apart to embh the lines to be

(2) Heavy lines on the shadc side of objects should preferably be
used except where they tend to thicken the work and obscure ref-
erence charscters. The light should come from the upper left-hand
cotner at an angle of 45°. Surface delmuuom should be shown by
propershading, which should beopen. ~ -

(e} Scale. The scale to which a drawing is made cught to be large
enough to show the mechanism without crowding when the draw-
mgisreducedmmwtwo-tmrdsmreproducuon.mdwewsof
portions of the mechanmism on a larger scale should be used when
necessary to show details clearly; two or more sheets should be
used if one does mot give sufficient room to sccomplish this end,
but the number of sheets should not be more thaa is necessary.

(D Reference characters. The different views should be consecu-
tively numbered figures. Reference numerals (and letters, but num-
berels are preferred) must be plain, legible and carefully formed,
and not be encircled. They should. If possible, measure at least one-
eighth of an inch (3.2 mm.) in height so that they may bear reduc-
tion to one twenty-fourth of an inch (1.1 mm.); and they may be
slightly larger when there is sufficient room. They should not be so
placed in the close end complex parts of the drawing as o intesfere
with a thorough comprehension of the same, and therefore should
rarely cross or mingle with the lines. When necessarily grouped
around a certain part, they should be placed at a little distance, at
the closest: point wheze there is available space, and connected: by
lines with the parts to which they refer. They should not be placed
upoa hetched or shaded sarfaces but whennecmry 2 blank space
may be left in the hatching or shading where the character occurs
that it shall appear perfectly distinct and separate from the work.
The same part of an invention appéaring i more than one view of
the drawing must always be designated by the same character, and
the same character must never be used to designate different parts.
Reference signs not mentioned in the description shall not appear in
the drawing and vice versa.

(8) Symbols, legends. Graphical drawing symbols and other la-
beled representations may be used for conventional elements when
appropriate, subject to approval by the Office. The elements for
which such symbols and Isbeled representations are used oust be
adequately identified in the specification. While descriptive matter
on drawings is not permitted, suitable legends may be used, or may
be required, in proper cases, as in diagrammatic views and flow-
sheets or to show materials or where labeled representations are
employed to illustrate conventional elements. Arrows may be re-
quired, in proper cases, to show direction of movement. The letter-
ing should be as large as, or larger than, the refevrence characters.

(h) [Revoked]

(i) Views. The drawing must contain as many figures zs may be
necessary to show the invention; the figures should be consecutive-
ly numbered if possible in the order in which they appear. The fig-
ures may be plane, elevation, section, or perspective views, and
detail views of portions or elements, on 2 larger scale if necessary,
may also be used. Exploded views, with the separated parts of the
same figure embraced by a bracket, to show the relationship or
order of assembly of various parts are permissible. When necessary,
a view of a large machine or device in its entirety may be broken
and extended over several sheets if there is no loss in facility of un-
derstanding the view. Where figures on two or more sheets form in
effect 2 single complete figure, the figures on the several sheets
should be so arranged that the complete figure can be understood
by laying the drawing sheets adjacent to one snother. The arrange-
ment should be such that no part of any of the figures appearing on
the various sheets are concealed and that the complete figure can
be understood even though spaces will occur in the complete figure
because of the margins on the drawing sheets. The plane upon
which a sectional view is taken should be indicated on the general
view by a broken line, the ends of which should be designated by
numerals corresponding to the figure number of the sectional view
and have arrows applied to indicate the direction in which the view
is taken. A moved position may be shown by a broken line super-
imposed upon a suitable figure if this can be done without crowd-
ing, otherwise a separste figure must be used for this purpose.
Modified forms of construction can only be shown in separate fig-
ures. Views should not be connected by projection lines nor should
centerlines be used.

(i)Awokawx Allview:cm thesamcshcelshould
stmdnthenmedmﬁonmd if pomsible, stend ‘so that they can

be read with the sheet held in an upright position. If views longer
then the width of the shest are necessary for the clesrest illustration
ofthemveum,lheshmmnybelumedonmmdcsothauhelop.
of the sheet with the appropriate (op margin is on the right-hand
side. One figure miust not be placed upon another or within the out-
line of ancther.

- (k) Figure for Official Gazette. The dmwmg should, as far as pos-
sible, be so planned that one of the views will be suitable for publi-
cation im the Official Gazette as the illustration of the invention.

() Exiraneous matter. Identifying indicia (such as the attorney's
docket number, inventor’s name, number of sheets, etc.) not to
exceed 2% imches (7.0 cm.) in width may be placed in & centered
location betweenm the side edges within three-fourths inch (19.1
mm.) of the top edge. Authorized security markings may be placed
on the drawings provided they be outside the illustrations and are
removed when the material is declassified. Other extranecus matter
will not be permitied upon the face of 2 drawing.

(m) Transmission of drawings. Drawings transmitted to the Office
should be sent flat, protected by a sheet of heavy binder’s board, or
may be rolled for transmission in a suitable mailing tube; but must
never be folded. If received creased or mutilated, new drawings
will be required. (See § 1.152 for dwgn drawings, § L 165 for plant
dmwmgs, and § 1. 174 for reissue drawmgs) :

Dtawmgs on paper are. acceptable although ‘bristol
board is preferred. If drawings on’ paper are submit-
ted, any corrections thereto involving deletion of ma-
terial must be made in the form of replacement sheets
since paper does not normally permit erasures to be
made.

Good . quality copies made on office copiers are ac-
ceptable if the lmes are uniformly thick, black, and
solid.

Drawings are current accepted in two different for-
mats. It is however required that all drawings in a
particular application be the same size for ease of han-
dling and reproduction.

Design patent drawings, 37 CFR 1.152, § 1503.02.

Plant patent drawings, 37 CFR 1.165, § 1606.

Reissue application drawings, §§ 608.02(k) and
1413.

Correction of drawings, § 608.02(p). Prints, prepara-
tion and distribution, §§ 508 and 608.02(m). Prints,
return of drawings, § 608.02(y).

For pencil notations of classification and name or
initials of assistant examiner to be placed on drawings
see § 717.03.

The filing of a divisional or continuation case under
the provisions of 37 CFR 1.60 (unexecuted case), does
not obviate ihe need for formal drawings. See

§ 608.08(b).
DEFINITIONS

A number of different terms are used when refer-
ring to drawings in patent applications. The following
definitions are used in this Manual.

Original drawings: The drawing submitted with the
application when filed. It may be either a formal or
an informal drawing.

Substitute drawing: A drawing filed later than the
filing date of an application. Usually submitted to re-
place an original informal drawing.

Formal drawing: A drawing in a form that complies
with 37 CFR 1.84. Formal drawings are stamped “ap-
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proved“ by the Draftsman. They may be either 8%
by Minchesoer by 29.7 cm. in size.

Informal drawing: A drawing which does not
comply with the form requirements of 37 CFR 1.84.
Drawings may be informal because they are not oa
the proper size sheets, the quality of the lines is poor,
or for other reasons such as the size of reference ele-
ments. Such objections are made by the Draft:mm on
form PTO-948.

Drawing print: This term is used for the white paper
print prepared by the Record Services Branch of the
Office Services Divisions of all original drawings.
The drawing prints contsin the notstion “Print of
Drawing as originally filed” near the top. Drawing
prints should be placed on the top on the right hand
flap of the application file wrapper.

Interference print: This term is used to designate the
copy prepared of the original drawings on colored,
heavy weight card stock material. The interference
prints are filed in file cabinets separate from the file
wrappers and are used to make interference searches.

The following Form Paragraphs should be used
when notifying apphcants of drawmg correctlons

6.38 Aclawwledgmml af Pmpnmi Dmmhg Comcnon

The proposed drawing correction sad/or the propmed substitute
sheets of drawings, ﬁled on [1] have been [2].

Ezsminer Note:

1. In bracket 2, insert either approved or disapproved.

2. if approved, eltherfompmgnph639and6400r64l or
6.44 must follow.

1. If disspproved, an explanation must be provided.

6.39 PTO No Longer Makes Drawing Changes

The Peient and Trademark Office no longer makes drawing
changes. 1017 OG 4. It is applicast’s responsibility t0 ensure that
the drawings are corrected. Corrections must be made in accord-
ance with the instructions below.

Exasiner Note:

This paragraph is to be used whenever the applicant has filed a
request for the Office to mske drawing changes. Form paragraph
6.40 must follow.

G640 Information on How To Effect Drawing Changes

Ieformation o How To Effect Drawing Changes

1. Corsrection of Informalities (Drafisman’s objections on PTO-
948). In order to correct any informalities in the drawings, sppli-
cant MUST comply with options (8) or (b) below. Feilure to do so
will result in ABANDONMENT of the application.
. (a) File new drawings with the changes incorporated herein. Ap-

plicant may delay filing of the new drawings until the application is
allowed by the examiner. If delayed, the new drawings MUST be
filed within the THREE MONTH statutory period set for payment
of the issue fee in the “NOTICE OF ALLOWANCE AND
ISSUE FEE DUE” (PTOL-85) if applicant has not pre-authorized
the payment of the Issue Fee from a deposit account. If applicant
has pre-authorized the payment of the lwue Fee (0 a deposit ac-
count, the delayed filing of the new drawings is required be made
within one month of the mailing of the Notice of Allowance. Also,
if delayed, the drawings should be filed as a separate paper with a
transemitial letter addressed to the Officisl Draftsman and which in-
dicates the following in the upper right hand corner.

Date of the Notice of Allowance

fssue Batch Number

Serisl Number

(by Request & commercial bonded drafting firm to make the nec-
esgary cosrections.

4 Bonded Drafisman must be suthorized, the corrections execut-
ed and the corrected drawings returned to the office during the
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to be made other then correction of informalities, unless the ex-
aminer has epproved the proposed changes.
aé’ Rmm That PTO No Longer Makes Drawing Changes
srmndedthatthel’uemdemdemarkOfﬁoem

mmufonhmpaperno [1], msiled on {2]).

Ezsssiase Fate:

mmsmbemdwhentheapphcanthzsbeenprm
ously provided with information oa how to effect drawing changes
(|e.,e|therby“yofformpuagraph6400raml474lnsbeeu
prevmmlysmt)

642 Reminder That Applicant Must Make Drawing Changes

Applicent is reminded thst in order to svoid an sbendonment of
this application, the drawings must be corrected in sccordance with
the instructions set forth in paper no. [1] mailed on [2].

Exeminer Note:

This paragraph is to be used when allowing the application and
when spplicant has previously been provided with information on
how to effect drawing changes (i.e., by way of form parsgraph 6.40
or & PTO 1474 has been previously sent).

6.43 Drawings Contain Informalities, Case Is Allowable

The drawings filed on [1] are acceptable subject to correction of
the informalities indicated on the attached Notice re Drawings,
PT(O-948. In order to avoid abandonment of this application, cor-
rection is required.

Exsminer Note:

Use this paragraph when sllowing the case, particularly at time
of first action issue. Form paragraph 6.40 or 6.41 must follow.

644 Drawing Informalities Previously Indicated

In order to avoid shandonment, the drawing informalities noted
in paper no. [1}, msiled on [2], must now be corrected. Correction
can only be effected in the manner set forth in the sbove noted
paper.

Examiner Note:

Use this paragraph when allowing the cese and applicant has pre-
viously been informed of informalities in the the drawings.

6.67 Examiner’s Amendment Involving Drawing Changes

The following changes to the drawings have beem approved by
the Examiner and sgreed upon by applicant: {1]. In order to avoid
gbandonment of the spplication, applicant must make the sbove
sgreed upon drawing changes.

Esaminer MNate:

Form paragraphs 6.39 and 6.40 must follow.

DRAWING SYMBOLS

37 CFR 1.84(g) indicates that graphic drawing sym-
bols and other labeled representations may be used for
conventional elements where appropriate, subject to
approval by the Office. Also, suitable legends may be
used, or may be required, in proper cases.
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The Title 37, CodeofFedem!Reganpm
phlet includes a section entitled “Symbols for Drafts-
man” which shows various symbols which may be
used in patent application drawings. Since this set
symbole is rather limited in scope, attentiouhe-ned
to the below listed publications.

These publications have been reviewed by the
Office and the symbols therein are considered to be
generaily acceptable in patent drawings. Although the
Office will not “approve™ all of the listed symbols as
a group because their use and clarity must be decided
om a case-by-case basis, these publications may be
used es guides when selecting graphic symbols.
Overly specific symbols should be avoided. Symbols
with unclear meanings should be labeled for clarifica-
tion.

These publications are available from the American
National Standards Institute Inc., 1430 Brosdway,
New York, New York 10018.

The publications reviewed are the follomng:
¥32.2-1970 Graphic Symbols for Electrical & Elec-

tronics

Diagrams
Y32 10—1967 ‘Graphic Symbols for Fllnd Power Dn-.

grams -
Y32.ll-1961 Graph:c Symbols for Process Fb\v
in the Petroleum & Chemical Indm:rm
Y32.14-1962 Graphic Symbols for Logic
232.2.3-1949 (R1953) Graphic Symbols for Pipe Fit-
tings, Valves and Piping
Z322.4-1949 (R1953) Graphic Symobls for Heating,
Veantilating & Air Conditioning
Z32.2.6-1950 Graphic Symbols for Heat-Power Ap-

 paratus
APPLICATIONS FILED WITHOUT DRAWINGS

Applications filed without drawings are initiafly in-
spected to determine whether or not a drawing, oader
the statute, is necessary before the applicant can be
given a filing date. Doubtful cases are referred to the
supervisory primary examiner for decision as to the
need for such a drawing. If, after an application with-
out a drawing has been received in the group, it is
clear that a drawing is reguired, the application
should be returned to the Application Division along
with 2 memorandum indicating that a drawing is re-
quired. It has long been the practice to accept a proc-
ess case (that is, a case having only process or method
claims) which is filed without a drawing. The same
practice has been followed in composition cases.
Other situations where drawings are usually not con-
sidered essential for a filing date are:

1. Coated articles or products. Where the invention
resides solely in coating or impregnating a conven-
tional sheet, e.g., paper or cloth, or an article of
known and conventional character with a particular
composition, the application containing claims to the
coated or impregnated sheet or article, unless signifi-
cant details of structure or arrangement are involved
in the article claims.

1. Articles made from a particular material or compo-
sition. Where the invention consists in making en arti-
cle of a particular material or composition, unless sig-

nificant details of structure or arramgement are in-
volved in the article claims.

11, Laminated structures. Where the claimed inven-
tion involives oaly laminations of sheets (and coatings)
of specified material unless significant details of struc-
ture or arrangement (other than the mere order of the
Iayers) are involved in the article claims.

IV. Articles, apparatus or systems where sole distin-
guishing feature is presence of a particular material
Where the invention resides solely in the use of a par-
ticular material in an otherwise old article, apparatus
or system recited broadly in the claims; for example,

a. Hydraulic system distinguished solely by the use
therein of a particular hydraulic fluid;

b. Packaged sutures wherein the structure and ar-
rangement of the package are conventional and the
only dtstmgmshmg feature is the use of a particular
fluid.

APPLICATIONS FILED WITHOUT ALL FIGURES OF
DRAWINGS

Applications filed without all figures of drawing de-
scribed in the specification are not given a filing date
since they are “prima facie” incomplete. The filing
date is the date on which the omitted figures are filed.
See Section 601.01 If the oath or declaration for the
application was filed prior to the submission of all fig-
ures of the drawing the submission of any omitted fig-
ures must be accompanied by a supplemental oath or
declaration stating that the omitted figures accurately
illustrate and are a part of applicant’s invention. If the
oath or declarstion for the application was not filed
prior to the submission of the omitted figures, the
oath or declaration, when filed must include a specific
reference to the figures originally omitted. If any ap-
plicant believes that omitted figures of an application
are not necessary for an understanding of the subject
matter sought to be patented, applicant may petition
to have the application accepted without the omitted
figures. Any such petition must be accompanied by
the petition fee (37 CFR 1.17(h)) and an amendment
cancelling from the specification all references to the
omitted figures and smy claims which depend upon
the omitted figures for disclosure and support. Also, if
the oath or declaration for the application was filed
prior to the date of the amendment and petition, the
amendment must be accompanied by a supplemental
declaration by the applicant stating that the invention
is adequately disclosed in, and his wish to rely on, the
application as thus amended for purposes of an origi-
nal disclosure and filing date. If the oath or declara-
tion for the application was not filed prior to the date
of the petition and amendment, the oath or declara-
tion, when filed, must include a specific reference to
the amendment cancelling from the specification all
references to the omitted figures and any claimg
which depend vpon the omitted figures for disclosure
and support.
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TLLUSTRATION SUBSEQUENTLY REQUIRED

The acceptance of an appticuuon without a deaw-
ing does not preclude the examiner from requiring an
illustration in the form of a drawing under §1. Sl(c)
or § 1.83(c). In requiring such a drawing, the examin-
er should clearly indicate that the requirement is
made under §1.81(c) or §1.83(c) and be careful not to
state that he is doing so “because it is necessary for
the understanding of the inveation,”
give rise to an erroncous impression as to the com-
pleteness of the application as filed. Examiners
making such requirements are to specifically require,
as a part of the applicant’'s next response, at least an
ink sketch or permanent print of any drawing pro-
posed in response to the requirement, even though no
allowable subject matter is yet indicated. This will
afford the examiner an early opportunity to determine
the sufficiency of the illustration and the absence of
new matter. See §1.118 and §1.81(d). The description
should of course be amended to contain reference to
the new illustration. This may obviate further corre-
spondence- where  an -amendment places the case in
condition for . allowance, except for the : formal- re-
quirement relating to the - drawmg In the event of a
final determination that there is nothing patentable in
the case, 8 formal drawing will not be required. :

PHo'roanms

‘Photographs are not normaﬂy considered to be
proper drawings. Photographs are acceptable for a
filing date and are generally considered to be informal
drawings. Photographs are only acceptable where
they come within the special categories set forth in
the paragraph immediately below. Photolithographs
of photographs are never acceptable. See In re Tag-
gart et al., 1957 C.D. 6,725 O.G. 397 and In re Myers,
1959 C.D. 2, 738 O.G. 947.

SPECIAL CATEGORIES

The Patent and Trademark Office is willing to
accept black and white photographs or photomicro-
graphs (not photolithographs or other reproductions
of photographs made by using screens) printed ori
sensitized paper in lieu of India ink drawings, to illus-
trate inventions which are imcapable of being accu-
rately or adequately depicted by India ink drawings
restricted to the following categories: crystalline
structures, metallurgical microstroctures, textile fab-
rics, grain structures and ornamental effects. The pho-
tographs or photomicrographs must show the inven-
tion more clearly than they can be done by India ink
drawings and otherwise comply with the rules con-
cerning such drawings.

Such photographs to be acceptable must be made
on photographic paper having the following charac-
teristics which are generally recognized in the photo-
graphic trade: paper with a surface described as
smooth; tint, white, or be photographs mounted on
proper size bristolboard.

as that might
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- CaoaDnAwm : ;
Drawmssmcolorsotherthanbhckdonmwme

within the purview of 37 CFR 1.84. Uanless the draw-

ing requirements of 37 CFR 1.84 are waived, the
Draftsman will not approve color dmwmgs in a util-
ity or design patent application. The examiner must
object to the color drawings as being improper and
require applicant either to cancel the drawings or to
provide substitute black and white drawings.

Neither the examiner nor the Draftsman have the
authority to waive or suspend drawing requirements
to permit color drawings in utility and design applica-
tions. The applicant must file a petition under 37 CFR
1.183 with fee requesting acceptance of the color
drawings and a waiver of the requirements of 37 CFR
1.84. The petition and the application file must be sent
to the Deputy Assistant Commissioner for Patents for
decision. Only if the petition ‘is granted will the
Draftsman be authonzed to approve the color draw-
ings as to form. -

Where color drawmgs have been m:,fetmd from a
prior application to a newly submittéd application, ap-
plicant must renew the petition under 37 CFR 1.183
even though a similar petition was filed in the prior
apphcatxon Until the renewed petition is granted, the
examiner must ob_lect to the color drawings as being
improper. ‘

NOTIFYING APPUCANT

If the original drawings are informal, bot may be
admitted for examination purposes the draftsman indi-
cates on 2-part form, PTO-948, what the informalities
are and whether they can be corrected or whether
new drawings are required. In either case the informal
drawings are accepted as satisfying the requirements
of 37 CFR 1.51.

The examiners are directed to advise the applicants
by way of form PTO-948 (see § 707.07(a)) in the first
Office action of the conditions which the draftsman
considers to render the drawing informal, and when
indicated, that such drawing can be corrected so as to
be acceptable. The examiner should not require new
drawings because of their execution unless the neces-
sity therefor has been indicated by the draftsman.

Drawing corrections should be made when the ap-
plication is in issue unless the examiner reguires cor-
rection at an earlier date.

If the examiner discovers a defect in the content of
the drawing, the applicant should be notified by using
a Form Paragraph where appropriate.

6.2] New Drawings, Competent Draftsman

New formal drawings are required in this application because {1].
Applicant is advised to employ the services of a competent patent
drafisman outside the Office, as the Patent and Trademark Office

no longer prepares new drawings.
6.22 Drgwings Objected to
The drawings are cbjected to beacuse [1]. Correction is required.

Examiner Note:
Follow with paregraph 6.27, if appropriate.
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643 SMMJM#IMW ‘ ;
The subject matter of this ldm«ofﬂlwmbya

drawlng to facilitate of the invention. Applicant is

requindtoﬁmﬁhlmmi'lmnl ‘

Eneminer Note:,
When requiring dra before examinstion, vse or instruct to

wings

we POL-90 form and indicste tme limit. (lneorpomnﬂﬂloe
extion of set two-month period for response).
6.26 Informal Drawings Do Not Permit Examination

The informal drawings are not of sufficient quality to permit ex-
smination. Accordingly, new drawings ere required in response to
this Office action.

Ezaminee Note:

Use POL-90 form and set a 2-moath time limit.
6.27 Correction Held in Abeyance

Applicant is required to submit a proposed drawing correction in
tesponse to this Office action. However, execution of the noted
defect will be deferred until the application is allowed by the exam-
iner. ;

DRAWING REQUIREMENTS

Revised 35 US.C. 113 relaxes the previous require-
ments for submission of drawmgs on filing under cer-
tain conditions. The first sentence of 35 USsC. 113
does require a drawmg to be submitted upon filing
where such draw:ng is necessary for the understand-
ing of the invention. In this situation the lack of a
drawing renders the application mcomplete and as
such, the appllcatmn cannot be given a filing date
until the drawing is received. The second sentence of
35 US.C. 113 deals with the situation wherein a
drawmg is not necessary for the understanding of the
invention but the case admits of illustration and mo
drawing was submitted on filing. The lack of the
drawing in this situation does not render the applica-
tion incomplete but rather is treated much in the same
manner as an informality. The examiner should re-
quire such drawings in almost all such instances. Such
drawings could be required during the processing of
the application but do not have to be furnished at the
time the application is filed. The applicant is allowed
at least two months from the date of the letter requir-
ing drawings to submit them.

Handling of Drawing Requirements Under the First
Sentence of 35 US.C. 113

The Application Division examiner will make the
initial decision in all new applications as to whether a
drawing is “necessary” under the first sentence of 35
U.8.C. 113. A drawing will be considered “necessary™
under the first sentence of 35 U.S.C. 113 in all cases
where the drawing is referred to in the specification
and one or more figures have been omitted.

The determination uader 35 U.S.C. 113 (first sen-
tence) as to when a drawing is necessary will be han-
dled in the Application Division according to the fol-
lowing procedure. The Application Division formality
examiners will make the initial determination whether
or not drawings are required for the understanding of
the subject matter of the invention. Mechanical and
electrical cases which lack a drawing, but in which
one appears to be needed for an understanding of the
invention, will be referred to the Classification and
Routing Branch of the Application Division for

advice. If the Clasiificstion and Routing Branch
cannot reach a prompt and decisive response, the ap-
plmﬁonwmbereferredmthempewmypnmuy

application i incomplete

theapphcmhaomfomedbytheAppliaumDivi
sion. The filing date will not be granted and applicant
will be notified to complete the application (37 CFR
1.53). However, the practice with respect to chemical
cases is that, unless a drawing or drawing figure is
specifically referred to in the specification of the ap-
plication, the application will initislly be considered
by the Application Division formality examiner as
being complete and will be given a filing date. Only
in those chemical cases wherein there is a reference in
the specification to a drewing and no drawing was
present on filing will a chemical application initially
be held incomplete and denied a filing date. If a draw-
ing is later furnished, a filing date may be granted &s
of the date of receipt of such drawing.

Ifanenmmetfeekthataﬁhngdateshﬂuldnot
have been granted in an application because it does
not contain drawings, the matter should be bmught to
the attention of the supervisory primary ezaminer
(SPE) for review. If the SPE decides that drawings
are required to understand the subject matter of the
invention, the SPE should return the application to
the Application Division with a memorandum re-
questing cancellation of the filing date and identifying
the subject matter reqguired to be illustrated.

608.02(a) New Drawing—When Reguired

Utility and design patent applications should be
taken up for the first Office action without a reguest
for formal drawings unless the informal drawings are
so unclear that they do not facilitate sn understanding
of the invention as to permit examination of the appli-
cation. If at the time of the initial assignment of an ap-
plication to an examiner’s docket or if at the time the
application is taken up for action the supervisory pri-
mary examiner believes the informsl drewings to be
of such a condition as to not permit reasonable exami-
nation of the application, applicant should be required
to immediately submit formal drawings by using a
form PTO-1094. However, if the informal drawings
do not permit examination and the supervisory pri-
mary examiner believes the drawings are of such a
character as to render the application defective under
35 US.C. 112, examination should begin immediately
with a requirement for formal drawings and a rejec-
tion of the claims as not being in compliance with 35
U.S.C. 112 first paragraph being made.

Formal drawings should be required when the ap-
plication is allowed.

Form letier PTO-1094 should not accompany an
examiner's action since forms PTOL-326 and 37 now
provide items for requiring formal drawings.

Form Paragreph 6.45 may also be used to inform
applicant that formal drawings are required.
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645 . QJ!MM’DMWM!W :
medmwmmwreqmedaduusmmbeﬂhd
wuhmthethreemzhmmwryperwdmfot peyment of the issue
fee in the “Notice of Allowance” (PTOL-85) lf applicant hes not
pre-authorized the payment of the isaue fee from a deposit account,
OR within one month of the mailing of the “Notice of Allowance"
if applicant, has pre-suthorized payment of the issue fiee from a de-
posit account: Wote that the mtutcdounmpermmewmonhe
thiee month period set to pay the issue fee. Fuilure to timely submit
the dawings will sesult in ABANDONMENT of the spplication. The
drawings should be subwmitted as o separate paper with a transmittal
letter which is addressed to the Oﬂ'wmlDrMamdwhlchmdl
cates the follov :ug in the upper right hand coemer: Iasue Batch
Number, Date ol ibe Notice of Allowance, snd Serial Number. -

Handling of Drawing Requirements Under the Second
Sentence of 35 US.C. 113

35 U.S.C. 113 deals with the situation wherein the
drawing is not necessary for the understanding of the
invention, but the subject matter admits of illustration
by a drawing and the applicant has not furnished a
drawing. The lack of the drawing in this situation
does not render the application incomplete but rather
is treated as an mformahty A ﬁlmg date will be ac-
corded’ with ‘the original presentation of the ' papers,
despite the absence of drawings. In these situations, a
drawing or further illustration will normally be re-
quiréd by the examiner. This should be done prior to
examination in a separate: letter. The examiner should
require additional drawings where ' appropriate as
early as possible, since the possession of the additional
drawings would facilitate the examination process. A
letter requiring drawings may contain wording similar
to the following:

“The examiner has decided that the sub_lect
matter of this application admits of illustration by
a drawing and that a drawing would facilitate the
understanding of the subject matter disclosed.
(Continue with a specific mention of those items
of which drawings are desired.) Applicant is re-
quired to furnish a drawing vnder 37 CFR 1.81”
(Incorporate in Office action or send a separate
letter setting a two-month period for response.)

The applicant will be given at least two months
from the date of such requirement to submit draw-
ings. If the requirement for drawings is included in an
Office action, the time for supplying the additional
drawings will be the same as the time for response to
the Office action.

RECEIPT OF DRAWING AFTER THE FILING DATE

When a necessary additional illustration is small and
may be added to the drawings on file, an additional
sheet of drawing should not be required, but the ex-
aminer will ask that the proposed illustration be
shown in a sketch, which showing will be transferred
to one of the sheets of the drawings. If new matter is
noticed by the examiner in a substitute or additional
drawing the drawing should not be entered. It should
be objected to as containing new matter. A new
drawing without such new matter may be required if
the examiner feels a drawing is needed under 37 CFR
[.81 or 1.83. The examiner's decision would be re-
viewable by petition to the Commissioner under 37
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CFR 1.181. Thedecmononmhapeﬁuonmldbe
handied by the group director.
‘ UNTIMELY FILED DRAWINGS

If a drawing is not timely received in response to a
letter from the examiner which requires a drawing,
the application becomes abandoned for failure to re-
sponad.

For the handling of additional, duplicate, or substi-
tute drawing, see § 608.02¢h).

608.02(b) Informsl Drawings

37 CFR 1.85. Informal drawings. The requirements of § 1.84 relat-
ing to drawings will be steictly enforced. A drawing not ezecuted
in conformity thereto, if suitable for reproduction, may be admitted
but in such case the drawing must be corrected or a new oae fur-
nished, a5 re uired.

In instances where the drawing is such that the
prosecution can be carried on without the corrections,
apphcant is informed of the reasons why the drawing
is objected to on Form PTQ-948, and that the draw-
ing is admitted for examination purposes only (see
§ 707.07(a)). To be fully responsive, an amendment
must include a requat for drawing corrections when
the application is. allowed or an appeal is filed. See

§1. l 11(b).
INFORMAL DRAWXNGS

To expedite filing, applicants sometimes submit ap-
plications with informal drawings. Such applications
are accepted by Application Division for filing only,
provided the informal drawmgs are readable and re-
producible. Applicant is notified on form letter
PTOL-1094 or by Form Paragraph 6.24 that formal
drawings, in compliance with § 1.84 will be required
when the application is allowed. Form PTO-1094 will
be used when the informal drawings are such as to
render the application impractical to be examined.

6.24 Informal Drawings

This application has been filed with informel drawings which are
acceptable for examination purposes only. Formel drawings will be
required at such time as sllowable subject matter is indicated.

HANDLING OF NEW DRAWINGS

In those situations where an application is filed with
informal drawings, applicanis are reguested to wait
until they receive their “Notice of Informal Draw-
ings” form, PTO-1094 or the first Office action utiliz-
ing form PTOL-327 or PTOL-37 from the group art
unit before submitting the formal drawings. The letter
of transmittal accompanying the formsl drawings
should identify the group art umit indicated on form
PTO-1094 or form PTOL-326. If the informal notifi-
cation appears on formm PTOL-37, the date of the
mailing of the Notice of Allowance and Issue Fee as
well as the Issue Batch Number must be given. Also,
each sheet of drawing should include the serial
number and group art unit in the upper right margin.
In the past, some drawings have been misdirected be-
cause the group art unit indicated on the filing receipt
was used rather tham that indicated on the informal
notice forms.
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The draftsman is the judge of drawings; as to the
,execuuon of the same, and the arrangement of the
views thereon, while the examiner is the Jjudge as to
the sufficiency of the showing. The drawings received
with an apphcmon are inspected by the draftsman. If
the drawing is satisfactory, he stamps on each sheet
“Approved by Draftsman.” See also § 608.02.

RECEIPT OF SUBSTITUTE DRAWINGS

If substitute drawings are timely filed, the clerk
should immediately send the new substitute drawings
with the file wrapper to the Drafisman for approval
as to form.

If the application is allowed on the first action, the
examiner should require formal drawings using form
PTOL-37."

COMPARISON OF SUBSTITUTE DRAWINGS

In utility applications, the examination will normal-
ly be conducted using any informal drawings present-
ed, the sufficiency of disclosure, as concerns the sub-
Ject matter claimed, will be made by the examiner uti-
lizing: the: informal drawings. ACCORDINGLY, IT
IS APPLICANT'S RESPONSIBILITY TO SEE
THAT NO NEW MATTER IS ADDED when sub-
mitting substitute drawmgs, since they will not nor-
mally be reviewed by an examiner. Of course, if the
examiner notices new ‘matter in the substitute draw-
ings, appropriate action to have the new matter de-
leted should be undertaken.

608. 02(c) Drawmg Print Kept in File Wrapper

The drawing prints must always be kept on top of
the papers on the right side of the file wrapper so as
to be visible upon opening the wrapper and to permit
them to be easily detached.

Applications may be sent to issue or to the Aban-
doned Files Unit without the original drawing, if any,
if the drawing cannot be located. For application sent
to issue with missing drawings see § 608.02(z). For ap-
plications sent to abandoned files, a notation should
be made on the “Contents™ portion of the file wrap-
per that the drawings were missing.

Upon initial - processing, the original drawings are
placed in the center portion of the application file
wrapper underneath the application papers by the
Customer Services Division. The formal drawings
should be retained in this position.

608.02(d) Complete Illustration in Drawings

37 CFR 1.83. Content of drawing. (2) The drawing must show
every festure of the invention specified in the claims. However,
conventional features disclosed in the description and claims, where
their detailed illustration is not essential for a proper understanding
of the invention, should be illustrated in the drawing in the form of
a graphical drawing symbol or a labled representation (e.g. a la-
beled rectangular box).

(b) When the invention consists of an improvesment on an old ma-
chine the drawing must when possible exhibit, in one or more
views, the improved portion itself, disconnected from the old struc-
ture, and aiso in another view, so much only if the old structure as
will suffice to show the connection of the invention therewith.

(c) Where the drawings do not comply with the requirements of
pacagraphs (a) and (b) of this section the examiner shail require
such additional illustration within a time period of not less than two

months from the date of the seadiag of & notice thereof. Sach cot-
rections are subject to the reguirements of § 1.81(d).

Any structural detail that is of sufficient importance
to be described should be shown in the drawisg. (Ex
parte Good, 1911 C.D. 43; 164 O.G. 739.)

Form Pargraph 6.36 should be used to require illus-
tration,

6.36 Drawings Do Not Show Claimed Subject Matter

The drawings are objected to under 37 CFR 1.83(a). The draw-

ings must show every festure of the invention specified in the

claims. Therefore, the [I] must be shown or the feature should be
cancelled from the clsim. No sew matter should be entered.

Ezaminer Note:
In bracket 1, insert the features that should be shown.
See also § 608.02(a).

608.02(e) Examiner Determines Completeness of
Drawings

The examiner should see to it that the figures are
correctly described in the brief description of the
specification and that the reference characters are
properly applied, no single reference character being
used for two different parts or for a given part and a
modification of such part. Every feature covered by
the claims must be illustrated. but there should be no
superfluous illustrations.

608.02(h Modifications in Drawings

Modifications may not be shown in broken lines on
ﬁgures which show in solid lines another form of the
invention. Ex parte Badger, 1901 C.D. 195; 97 OG
1596.

All modifications described must be lllustrated, or
the text canceled. (Ex parte Peck, 1501 C.D. 136; 96
O.G. 2409.) This requirement does not apply to a
mere reference to minor variations nor to well-known
and conventional parts.

608.02(g) Mustration of Prior Art

Figures showing the prior art are usually unneces-
sary and shouid be canceled. Ex parte Elliott, 1904
C.D. 103; 109 O.G. 1337. However, where needed to
understand applicant’s invention, they may be retained
if designated by a legend such as “Prior Art.”

G08.02(h) Additional, Duplicate or Substitute
Drawings

When an amendment is filed stating that at the
same time substitute or additional sheets of drawings
are filed and such drawings have not been transmitted
to the examining group, the docket clerk in the exam-
ining group should call the Application Division
before entering the amendment to ascertain if the
drawing was not received. In the next communication
of the examiner the applicant is notified if the draw-
ings have been received and whether or not the sub-
stitute or additional drawings have been entered in
the application.

Additional and substitute drawings, together with
the file wrapper, are routed through the Drafting Di-
vision where any defects in execution will be noted. If
there are none, they will be stamped, “APPROVED
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BY DRAFTSMAN". When such drawings sre con-
sidered by the examiner, it should be kept in mind
that the “APPROVED” stamp applies only to the
mandquﬂntyofpupef. lines rough and blerred and
other details of execution. The Draftsman will suto-
matically return the cases to the exsmining groups.
The additional or substitute drawing sheets should be
entered by the application clerk after approval by
both the draftsman and the examiner.

The examiner should not overlook such factors as
new matter, the necessity for the additional sheets and
consistency with other sheets. Clerks will routinely
“enter” all additional and substitute sheets o the file
wrapper. Additional and substitute sheets of drawings
are also indicated on the face of the file wrapper
under the heading “Parts of application separately
filed”. If the examiner decides that the sheets should
not be entered, applicant is so informed, giving the
r&soEns. The entries made by the clerk will be marked
&6, . .)!’. )

Form Paragraph 6.37 should be used to ackmowl-
edge corrected or substituted drawings.

637 Ackmwledgmem of Corvected or Substituted mews

The corvected or substitute drawings have been received oa [1).
These drawings are [2].

Ezaminer Note:

L In bracket 2, insert cither—acceptable—or-—not accepable.

2. If not acceptable, an explanation must be provided.

3. If not scceptable became of informalities noted oa the PTO-

948, vee form paragraph 6.43.

If an additional sheet of drawing is considered un-
necessary and the original drawing requires alterstions
which are taken care of in the proffered additional
sheet, the latter may be used in lieu of the usual
sketch required in making the correction of the origi-
nal drawing.

If an old, large size 10 inch by 15 inch drawing is
to be transferred to an application filed after January
1, 1972, the drawing together with the file wrapper,
should be forwarded to the Draftsman. He will cut
down the size of the drawing and forward the case
for preparation of prints. Only the Draftsman may cut
the oversize drawings to size.

For return of drawing, see § 608.02(y).

608.026) Transfer of Drawings From Prior Ap-
plications

37 CFR 1.88. Use of old drawings. If the drawings of a new appli-
cation are to be identical with the drawings of a previous applice-
tion of the applicant on file in the Office, or with part of such
drawings, the old drawings or any sheets thereof may be used if the
prior application is, or is about to be, abandoned, or if the sheets to
be used are canceled in the prior application. The new
must be accompanied by & letter requesting the transfer of the
drawings, which should be completely identified.

Transfer of all drawings from a first pending appli-
cation to another will be made only after a written
declaration of abandonment has been filed in the first

application.
NEWLY SUBMITTED APPLICATION

The transfer of drawings to newly submitted appli-
cations that have not been forwarded to the examin-

MANUAL OF PATENT EXAMINING PROCEDURE

msgroapwﬂlbeeﬂect@dbyﬂweApplicaﬁoan-
sion if no drawing prints are filed and the

is otherwise entitled to receive a filing date. The
trensfer of the drawings between spplications uader
§ 1.88 is processed in the examining groups if informel
prints are filed with the application papers. A new ap-
plication filed without drawings but having a request
for transfer of drawings from a pending epplication
must be accompanied by a written declaration of
sbandonment of the pending application under
§ 1.138. In order to insure copendency, such an aban-
donment may be worded as to become effective only
after the transfer of the drawings has taken place.
When a new application is filed with a request to
transfer drawings under § 1.88, the application papers
should include drawing prints to enable the Applica-
tion Division to process the case before transfer of the
fomal drawings is effected.

The above practice applies to transfer of drawings
from any application except where the issue fee has
been paid in which case an express sbandonment
(§ 1.138) must be filed together with a showing why
theproposedacuonwasnottakenearher See §1.313.

REQUEST FOR CHANGES TO THE DRAWINGS MADE ¥
PARENT APPLICATION

Transferred drawings will include all changes that

have been physically made to the drawings at the
time of transfer. Requests for changes that have not
been previously made must be agsin requested. Ac-
cordingly, applicants should include a new detailed
request to make necessary corrections when transfer-
ring drawings along with the transfer request.
" When an application is sent to issue, any canceled
sheet of drawing then in the case is placed on the
bottom of the papers on the right hand flap of the file
wrapper. Such canceled sheet is available for appli-
cant’s use in another application directed to its subject
matter. It follows that, except as provided in § 1.174,
drawings printed in a patent may not be transferred to
a subseguent case.

608.02() Transfer of Canceled Sheets of Draw-
ings to Divisional Application

In the case of a divisional application, if the draw-
ing and descriptive matter pertaining thereto have
been canceled from the parent case, the canceled
sheet or sheets of drawing may be withdrawn and
used as the original drawing of the divisional case.
The sheets involved should be taken to the Drafting
Division for erasure of the “CANCEL per” stamp.

608.02(k) Transfer of Drawings to Reissue

In a reissue application, the prints of the original or
patented drawing may be used for examination pur-
poses, and the formal transfer of the original drawing
to the reissue application made when the reissue ap-
plication is ready for issue, provided no change what-
ever, even so much as the priming of a reference
character, or correction of an obvious error, is made
in the drawing. If there is to be any change whatso-

600-46




PARTS, FORM AND CONTENT OF APPLICATIOR

ever in the drawing, a new drawing for the reissue
must be filed.

If there is more than one sheet of original dmwmg.
a required change on any sheet will preciude the use
of the original drawings which must be kept in the
coadition existing at the time of issue of the original
petent. See § 1413.

‘Transfer of the drawing is made as set forth in
§ 608.02(i), motation thereof being entered on the file
wrapper of the original application.

The letter of transmittal in a reissue application
should request transfer of the drawings, if such trans-
fer is desired.

608.02(m) Drawing Prints

Preparation and distribution of drawing prints is
discussed in § 508.

"Prints ‘are made of the drawings of an acceptable
apphcatlon These prints are marked “Prints of draw-
mg as ongmally filed” and are entered in the applica-
tion, given a paper number and kept on top of the
papers on the nght side of the file wrapper, see
§7117.0100). '

All prints and inked sketches subsequently ﬁled to
be part of the recorrd are endorsed with the date of
their receipt in the Office and given their appropriate
paper number.

The print being thus an official paper in the record
should not be marked or in any way altered. The
original drawing, of course, should not be marked up
by -the examiner. Where, as in an electrical wiring
case, it is desirable, to identify the various circuits by
different colors, or in any more or less complex case,
it is advantageous to apply legends, arrows or other
indicia, and additional print for such use should be
made or ordered by the examiner and placed unoffi-
cially in the file.

Prints remain in the file at all times except as pro-
vided in § 608.02(c).

INTERFERENCE PRINTS

A print on heavy weight, colored paper is prepared
of each drawing in all applications having a filing
date. This interference print on colored paper is in ad-
dition to the drawing print on white paper.

Primary examiners should place the classification
and the name of the examiner on the interference
print.

The interference prints are located above the white
paper prints on the right hand portion of the file
wrapper, when initially received in the examining
group.

After the application has been classified and as-
signed to an examiner, the interference prints should
be removed and placed in the drawing cabinets.

If an application has several sheets of drawings, the
interference prints should be stapled together at their
bottom edges before being filed. If the number of
sheets of prints is too large to be stapled, a fastener
should be placed through the holes at the top.

The time when the interference prints are removed
from the drawing cabinets is determined by the group
director.

668.02(g
The formal drawings remain in the file wrapper.
608.02(n) Duplicaste Prints in Patentability
Report Cases

In patentability report cases having drawings, the
examiner to whom the case is assigned should normal-
ly obtain a duplicate set of the interference prints of
the drawing for filing in the group to which the case
is referred.

When a case that has had patentability report pros-
ecution is passed for issue or becomes abandoned, no-
tification of this fact is given by the group having ju-
risdiction of the case to each group that submitted a
patentability report. The examiner of each such re-
porting group notes the date of allowance or aban-
donment on his or her duplicate set of prints. At such
time as these prints become of no value to the report-
ing group, they may be destroyed.

608.02(c) Dates Entered on Drawing

- 'The Incoming Mail Section. (mail room) stamp and
the “Corrected™ stamp applied by the Drafting Divi-
sion are impressed on the back of the drawings. If the
drawings are filed in the Examining Group, the group
receipt date stamp should be applied to the back of
the drawing near the top.

Approval of the Drafting Division is indicated by a
legend associated with the “0O.G. Fig. Cl. . . . Sub.

. . stamp on the front of each sheet.

608.02(p) Correcticn of Drawings

37 CFR 1.123. Amendments w the drawing. No change in the
drawing may be made except by permission of the Office. Permissi-
ble changes in the construction shown in any drawing may be made
only by bonded drafisinen, at applicant’s expense, or by the submis-
sion of substitute drawings by applicant. A sketch in permanent ink
showing proposed changes to become part of the record, must be
filed for approval by the ezaminer. The paper reguesting amend-
ments to the drawing should be separate from other papers.

Note.—Correction is deferrable, see § 608.02(b),
correction at allowance and issve, see §§ 608.02(w)
and 1302.05.

A canceled figure may be reinstated. An amend-
ment should be made to the specification adding the
brief description if a canceled figure is reinstated.

608.02(q) Conditions Precedent to Amendment of
Drawing

No alterations will be permitted unless required by
an examiner’s letter in each case, or proposed in writ-
ing by applicant or his or her attorney or agent. In
either case the alterations or corrections as indicated
in the sketches filed with the request of the applicant
or his or her attorney or agent must be given written
approval by the examiner before the drawing is cor-
rected.

Correction of Informalities (Drafisman’s objections on
PT0O-948)

In order to correct any informalities in the draw-
ings, applicants M{UST comply with options (a) or (b)
below. Failure to do so will result in 4BANDON-
MENT of the application.
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(a) File new drawisgs with the changes imcorporat-
ed therein. Applicant may delay filing of the new
drawings until the application is allowed by the exam-
iner. If delayed, the new drawings MUST be filed
within the THREE MONTH statutory period eet for
payment of the isswe fee in the “NOTICE OF AL-
LOWANCE AND ISSUE FEE DUE” (PTOL-85).
Also, if delayed, the drawings should be filed as a
separate paper with a transmittal letter addressed to
the Official Drafisman and which indicates the fol-
lowing in the upper right hand corner:

Date of the Notice of Allowance
Issue Batch Number
Serial Number

(b) Request a commercial bonded drafting firm to
make the necessary corrections.

A BONDED DRAFTSMAN MUST BE AU-
THORIZED, THE CORRECTIONS EXECUTED
AND THE CORRECTED DRAWINGS RE-
TURNED TO THE OFFICE DURING THE
THREE MONTH STATUTORY PERIOD SET
FOR PAYMENT OF THE ISSUE FEE IN THE
“NOTICE OF ALLOWANCE AND ISSUE FEE
DUE” (PTOL-85.) NOTE THAT THE STATUTE
DOES NOT PERMIT EXTENSION OF THE
THREE MONTH PERIOD SET TO PAY THE
ISSUE FEE.

Corrections Other Than Informalities Noted by the
Drafisman on the PTO-948

All changes to the drawings, other than informal-
ities noted by the Drafisman, MUST be made in the
same manner as above except that, if delayed option
(a) is selected, normally, a sketch of the changes to be
incorporated into the new drawings MUST be ap-
proved by the examiner before the application will be
allowed. If option (b) is selected, normally, applicants
must submit, in duplicate, a separate paper containing
a sketch of the proposed changes before the applica-
tion will be allowed. No changes will be permitted to
be made, other than correction of informalities, unless
the examiner has approved the proposed changes.

608.02(r) Separate Letter to Draftsman

Any proposal by the applicant for amendment of
the drawing to cure defects must be embodied in a
separate letter. Otherwise the case, unless in other re-
spects ready for issue, cannot be corrected, and appli-
cant must be so advised in the next action by the ex-
aminer.

NoTE.—Changes which may require sketches,
§ 608.02(v).

608.02(t) Cancelation of Figures

Cancelation of one or more figures which do not
occupy entire sheets of the drawings is done by the
clerk in the examining group who encloses a figure
and its legend with a red ink line. No portion of the
figure itself should be crossed by the red line. The
words “CANCEL per” and the date of the amend-
ment directing the cancelation or the date that substi-
tute sheets are filed should be written in red ink

MANUAL OF PATENT BXAMINING PROCEDURE

within the red line. Cancelation of an entire sheet of
drawings is done by stamping the words “CANCEL
per” in the top right corner of the drawing. Canceled
drewing sheets should be placed at the bottom of the
pepers on the right fold of the file wrapper. :

When the cancelation of some of the figures from
one sheet of drawings has left the remasining figures
with sn inartistic arrangement, the draftsmen should
be consulted as to whether the remaining figures
should be transferred to other sheets already in the
case or shown in additional drawings. Cancelation of
a figure may necessitate renumbering of the remaining
figures.

608.02(w) Changing Name of Attorney on Draw-
ing Forbidden

Writing upon the drawings the names of attorneys
subsequently appointed, so as to make it appear that
their names were present when the drawings were
originally filed, is prohibited.

This prohibition applies also where a drawing filed
when names were permitted is transferred from one
case to another having a different attorney.

608.02(v) Drawing Changes Which Reguire
Sketches

When changes are o be made in the drawing itself,
other than mere changes in reference characters, des-
ignations of figures, or inking over lines pale and
rough, a print or pen-and-ink sketch showing such
changes in red ink must be filed. Ordinarily, broken
lines may be changed to full without a sketch.

Sketches filed by an applicant and used for correc-
tion of the drawing will not be returned. All such
sketches must be in ink or permanent prints.

608.02(w) Drawing Changes Which May Be
Made Without Applicant’s Sketch

Where an application is ready for issue except for a
slight defect in the drawing not involving change in
structure, the examiner will prepare a letter indicating
the change to be made and note in pencil on the
drawing the addition or alteration to be made.

The correction must be made by a bonded drafts-
man at applicant’s expense.

As a guide to the examiner the following correc-
tions are illustrative of those thst may be made by
penciling in the change on the drawing, without a
sketch:

1. Adding two or three reference characters or ex-
ponents.

2. Changing one or two numerals or figure ordinals.

3. Removing superfluous matter.

4. Adding or reversing directional arrows.

5. Changing Roman Numerals to Arabic Numerals
to agree with specification.

6. Adding section lines or brackets, where easily ex-
ecuted.

7. Changing lead lines.

8. Correcting misspelled legends.
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608.02(x) Disposition of Orders for Amendment
of Drawing
Where the correction of the drawing is appmved
by the examiner the application and drawing are for-
warded to the Publishing Division along with the
Notice of Allowance.

CORRECTIOR NOT APPROVED

Where the correction is not approved, for example,
because the proposed changes are erromeous, or in-
volve new matter or (although otherwise proper) do
not include all necessary corrections, the case and re-
quest for correction of drawing are not approved.
The examiner’s reasons for not approving the correc-
tions to the drawing should be set forth in the next
Office action.

608.02(y) Return of Drawmg

If there is a formal drawing in the case, nonentered
drawings (except those originally filed) that have been
finally denied admission will be returned to the appli-
cant only at applicant’s request. - -

A request for return of non-entered drawmgs must
be filed within a reasonable time; otherwise the draw-
mg may be disposed of at the discretion of the Com-
missioner.

When a drawing is to be returned, the file, the ex-
aminer’s [etter stating that the drawing is being re-
turned, and the drawing are taken to the Drafting Di-
vision where the letter will be stamped and the draw-
ing returned. The letter is mailed by the examining
group.

Before drawings are returned, prints are made and
put in the application file.

608.02(z) Allowable Applications Needing Draw-
ing Corrections or Formal Drawings
Allowable applications can be turned in for count-
ing and forwarding to the Patent Issue Division with-
out the drawings having been corrected. When send-
ing allowed applications to the Patent Issue Division

which require drawing corrections, use yellow tag . ..

form PTO-1364 to indicate the Official Gazette figure
and the classification. The approved formal drawings
requiring correction should be placed as the top
papers in the center fold of the file wrapper. The
drawing correction instructions should be stapled to
the inside left flap of the file wrapper over the area
having the search information. Care should be taken
to make certain that the corrections have been ap-
proved by the examiner. Such approval should be
made by the examiner prior to counting the allowance
of the application.

The yellow tag procedure normally should be used
only where drawing corrections are involved. The
yellow tag procedure may be used where the drafis-
man has objected to the drawing because of an infor-
mality such as improper shading or pale lines and has
indicated that this can be corrected.

The yellow tag procedure should not normally be
used in other situations where the drawings have not
been approved by the draftsman unless the examiner

is quite sure that the draftsman will epprove the new
drawings or in the situation where the application was
examined utilizing an informal drawing and the re-
quest for formal drawings weas not made until the
Notice of Allowance was msiled. The yellow tag pero-
cedure should not be used im design applications
where the drawings have mot been approved by the
deaftsman because of shading problems which can
arise. If the substitute drawings are not approved by
the draftsman, the application should be promptly
taken up for action by the examiner.

To: DRAFTING DIVISION via PUBLISHING DIVISION
Return to: PUBLISHING DIVISION
Room 2-10C28

GERAL RO,

Q.G Flg.

PTO-1364 (rev. 1 70) WBE DEPT, of GO, . st & Ti2 Office

APPLICATIONS HavinG LostT DRAWINGS

A yellow tag is to be attached to the file wrapper
and a “Drawing Missing”™ memo is to be stapled to
the front of the file wrapper. The Notice of Allow-
ance is verified, and printed wsing PALM Il and the
Notice is mailed to the applicant.

The application is then forwarded to Licensing and
Review or the Allowed Files Section of the Patent
Issue Division, as appropriate, using the PALM III
transaction code after the application has been revised
for issue.

UTILITY PATENT APPLICATIONS RECEIVING FORMAL
DRrAWINGS AFTER THE NOTICE OF ALLOWANCE

Where substitute drawings are received in wutility
patent applications examined with informal drawings
and the Notice of Allowance was mailed prior to the
receipt of the substitute drawings, the clerk should
enter the substitute drawings into the application and
forward the application to the Allowed Files Branch
of the Patent Issue Division via Licensing and
Review, if appropriate, using the yellow tag proce-
dure. Submission to the examiner is not necessary
unless an amendment accompanies the drawings
which changes the specification, such as where the
description of figures is added or canceled.

BoRROWING FILES FrROM DRAFTING DIVISION

Allowed files reguiring drawing corrections are
sent to the draftsman from the Patent Issue Division.
At times examiners have need to borrow these appli-
cations. When borrowing applications, examining
corps personnel must submit a reguest to the Patent
fssue Division.
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608.03

Secrion 1.312 AMENDMENTS.

In handling § 1.312 amendments, the exzamining
corps should process drawings canceled in the mormal
manner. If there are corrections to the drawing, the
examining corps should use the yellow tag procedure
wherein & yellow tag is placed on the clip of the
center fold of the file wrapper. The authorization for
the drawing correction is stapled on the inside left
flap of the file wrapper. After the examiner has ap-
proved the drawing correction, the application is for-
warded to the Drafting Division. The Drafting Divi-
sion will return the application directly to the Patent
Issue Division.

608.03 Models, Exhibits, Specimens

35 U.S.C. [14. Models, specimens. The Commissioner may require
the spplicant to furnish a model of convenient size to exhibit ad-
vantageously the several perts of his invention.

When the invention relates to a compaosition of matter, the Com-
missioner may require the applicant to furnish specimens or ingredi-
ents for the purpose of inspection or experiment.

37 CFR 1.91. Models not geaemlly reguired as part of epplication or
patent. Models were oace required in all cases admitting a2 model, as
@ part of the application, and these models became & part of the
record of the patent. Such models are no longer generally required
(the description of the invention in the specification, and the draw-
ings, must be sufficiently full and complete, and capable of being
understood; to disclose the invention without the aid of a model),
and will not be admitted unless specifically called for.

37 CFR 1.92. Model or exhibit may be reguired. A model, working
model, or other physical exhibit, may be required if deemed neces-
sary for any purpose on examination of the appllcatlon

With the exception of cases mvolvmg perpetual
motion, a model is not ordmanly required by the
Office to demonstrate the operatlveness of a device. If
operativeness of a device is questioned, the applmmt
must establish it to the satisfaction of the examiner,
but he may choose his own way of so doing.

A physical exhibit, not to be part of the case, is
generally not refused except when bulky or danger-
ous.

37 CFR 1.93. Specimens. When the invention relates to a compo-
sition of matter, the applicant may be required to furnish specimens
of the composition, or if its ingredients or intermediates, for the
purpose of inspection or experiment.

608.03(a) Handling of Models, Exhibits and
Specimens

All models and exhibits received in the Patent and
Trademark Office should be taken to the examining
group assigned the related application for examina-
tion. The receipt of all models and exhibits must be
properly recorded on the “Contents” portion of the
application file wrapper.

A label indicating the application serial number,
filing date, and attorney’s name and address should be
attached to the model or exhibit so that is is clearly
identified and easily returned after prosecution of the
application is closed, if return is requested.

If the model or exhibit is too large to be kept in the
examining group during prosecution of the applica-
tion, it should not be accepted.

37 CFR 1.94. Return of models, exhibits or specimens. Models, ex-
hibits, or specimens in applications which have become sbandoned,
snd also in other applications on conclusion of the prosecution,
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myumtwwdmmeapplmnmdmwm-tm«m
unle&‘ithedmdneeeuarythﬂtheybepmtvedm the Office.
Such physical exhibits in contested cases may be refurned to the
parties @ theic expense. If mot clasimed within a reasonsble time,
they may be disposed of at the discestion of the Commissiones.

When a model is to be returned a letter should be
written to applicant by the examining group stating
that it is being returned under separate cover and the
model should be forwarded with a copy of the letter
and an address label to the Qutgoing Mail Branch for
wrapping and return,

Note.—Disposition of exhibits which are part of
the record, § 715.07(d).

Models, exhibits and specimens may be presented to
the Office for purposes of interview and taken away
by the attorney at the end of the interview. See
§ 713.08.

NoTE.—Plant specnmens, § 1607, 37 CFR 1.166.

© 37 CFR 1.95. Copies of exhibits. Copies of models or other phys-

cal exhibits will not ordinarily be furnished by the Office, and aay
model or exhibit in an application or patent shall not be taken from
the Office except in the custody of an employee of the Office spe-
cially authorized by the Commissioner. '

608.04 New Matter

37 CFR 1.11& Amendment of disclesure.

{a) No amendment shall introduce new matter into the disclosure
of an application after filing date of the application (§ 1.53(b)). All
amendments to the specification, including the claims, and the
drawings filed sfier the filing date of the application must conform
to at least ome of them as it-was at the time of the filing of the
application. Matter not fourd in either, involving a departure from
or an addition to the original disclosure, cannot be added to the ap-
plication after its filing date even though supported by an oath or
declaration in sccordance with § 1.63 or § 1.67 filed after the filing
date of the epplication.

(b) If it is determined that en amendment filed after the filing
date of the application introduces new matter, clasims containing
new matter will be rejected and deletion of the new matter in the
specification and drawings wil! be required even if the amendment
is accompanied by an oath or declaration in accordance with § 1.63
or § 1.67.

In establishing a disclosure applicant may rely not
only on the specification and drawing as filed but also
on the original claims if their content justifies it. Note
§ 608.01QD).

While amendments to the specification and claims
involving new matter are ordinarily entered, such
maiter is required to be canceled from the descriptive
portion of the specification, and the claims affected
are rejected.

A “new matter” amendment of the drawing is ordi-
narily not entered. Neither is an additional or substi-
tute sheet containing ‘“‘new matter” even though
stamped APPROVED by the Draftsman and provi-
sionally entered by the clerk. See § 608.02(h).

The examiner’s holding of new matter may be peti-
tionable or appealable, § 608.04(c).

NOTE.—New matter in reissue application,
§1411.02. New matter in substitute specification,
§ 714.20.
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€O04e) Matter Not ta '
(), Original spednesﬂu,

Matwrnotmtheonmnalspeciﬁuﬁm,chimm
drawings is usually mew matter. Depending on cir-
cumetances such as the adequacy of the originel dis-
closure, the addition of inherent charscteristics such

as chemical or physical properties, a new structural
Mmﬂaoramwuem be new matter. See Ex
parte Vander Wal et al., 1956CD 11; 708 0.G. §
(physical properties), Ex parte Fox, 1960 C.D. 28; 761
0.G. 906 (new formuls) and Ex parte Ayers et al.,
108 USPQ 444 (new use). For rejection of claim in-
volving new matter see § 706.03(0).

NoTE.—Completeness of disclosure, § 608.01(p);
Trademarks and trade names, § 608.01(v).

608.04(b) New Matter by Preliminary Amend-
ment

An amendment is sometimes filed along with the
filing of the application. Such amendment does not
enjoy the status as part of the original disciosure
unless it is referred to in the oath or declaration filed
therewith or later pursuant to 37 CFR 153(c) or
1. 62(d) Its test as to involving new matter is the same

as though filed on a subsequent date. Ex parte Leish-
man, 137 Ms. 336, Pat. No. 1581 937, and Ex parte
Adams, Pat. No. 1,789,921.

608.04(c) Review of Examiner’s Holding of New
Matter

Where the new matter is confined to amendments
to the specification, review of the examiner’s require-
ment for cancellation is by way of petition. But where
the alleged new matter is introduced into or affects
the claims, thus necessitating their rejection on this
ground, the question becomes an appealable one, and
should not be considered on petition even though that
new matter has been introduced into the specification
also. 37 CFR 1.181 and 1.191 afford the explanation
of this seemmgly inconsistent practice as affecting
new matter in the specification.

608.05 Deposit of Computer Program Listings

37 CFR 1.96. Submission of computer program listings. Descrip-
tions of the operation and general content of computer program
listings should appear in the description portion of the specification.
A computer program listing for the purpose of these rules is de-
fined as a printout that lists in sppropriate sequence the instruc-
tions, routines, and other coutents of a program for & computer.
The program listing msay be either in machine or machine-inde-
pendent (cbject or source) language which will cause & computer
to perform & desired procedure or task such a6 sclve & problem,
regulste the flow of work in & computer, or control or monitor
events. Computer program listings may be submitted in patent ap-
plications in the following forms:

(@) Material which will be printed tn the patent. If the computer
program listing is contained on 10 printout pages or less, it must be
submitted either a8 drawings or a3 part of the specification.

(1) Drawings. The listing may be submitted in the manner and
complying with the requirements for drawings as provided in
§ 1.84. At least one figure numeral is required on each sheet of
drawing.

(7)) Specxﬁcatm (i) The listing may be submitted 28 part of the
specification in accordance with the provisions of § 1.52, at the end
of the description but before the claims.

(i) The listing may be submitted ss part of the specification in
the form of computer printout sheets (commonly 14 by 11 inches in

() As an ¢pp¢ndix which will rot be printed. 1f & computer pro-
gram listing printout is 11 or more pages long, applicants may
submit such listing in the form of microfiche, referred to in the
specification (see § 1.77(c){(2)). Such microfiche filed with a patent
spplication is to be referred to 28 a “microfiche appendix.” The
“microfiche appendix” will not be part of the printed patent. Refer-
ence in the spplication to the “microfiche appendis™ should be
madenthebeglmungofthespemﬁamnnthelocmonmdlcawd
in § 1.77(c){2). Any amendments thereto must be made by way of
revised microfiche. All computer program listings submitted om
paper will be printed as part of the patent.

(1) Availability of appendix. Such computer program listings oa
microfiche will be availsble to the public for inspection, and paper
or microfiche copies thereof will be separately availsble for pu-
chase.aﬁerapatentbasedonsuchmapplmuonmgrmwdorthe
application is ctherwise made publicly available. = .

(2) Subsmission requirements. Computer- genented mfonnmon sub-
mitted. a3 sn appendixz to an application for patent shall be in the
form of microfiche in sccordance with the standssds set forth in the
following American Nationa! (ANSI) or National Mic i
Associgtion (NMA) Standsrds (Note: As new editions of these
standards are published, the latest shall apply):

ANSI PH 1.28-1976—Specificetions for Photographic Film for
Aschival Records, Silver-Gelstin Type, on Celiulose Ester
Base.

ANSI PH 1.41—1976 Specifications for Photographic Film for
Archivel Records, Silver-Gelatin Type, on Polyester Base.

NMA-MS1 (1971) Quality Standards for Computer Output Mi-
crofilm

ANSI/NMA MS2 (1978) Format and Coding Siandards for
Computer Output Microfilm.

NMA MSS5 (ANSI PH 5.9-1975) Microfiche of Documents.

ANSI PH 2.19 (1959)—Diffuse Transmission Density.
except as modified or clarified below:

@) Either Computer-Output-Microfilm (COM) outpet or copies
of photographed paper copy may be submitted. In the former cass,
NMA standards MS1 and MS2 apply; in the latter case, standard
MSS applies.

(ii) Film submitted shall be first generation (camera film) negative
appesring microfiche (with emulsion on the back side of the film
when viewed with the images right resding).

(iii) Reduction ratic of microfiche submitted should be 24:1 or 2
similer ratic where variation from taid ratio is required in order to
fit the documents into the image area of the microfiche format
used.

(iv) Film submitied shall have & thickness of at least .005 inches
(0.13 mm) and not more than .009 inches (0.23 mm) for either celle-
lose acetate bagse or polyester base type.

(v) Both microfiche formats Al (98 frames, 14 columns x 7 rows)
and A3 (63 frames, 9 columns x 7 rows) which are described in
NMA stenderd MS2 (Al is also described in MSS) are sccepiable
for use in preparation of microfiche submitted.

(vi) At least the left-most % (50 mm x 12 mm) of the hesder or
title area of each microfiche submitted shall be clear or positive ap-
pearing so that the Patent and Trademark Office cen apply serisl
number and filing date thereto in an eye-readable form, The middle
portion of the header shell be used by applicant to apply an eye-
resdable application identification such as the title and/or the first
inventor's name. The attorney’s docket number may be included.
The final right-hand portion of the microfiche shall contein se-
quence information for the microfiche, such 23 1 of 4, 2 of 4, et
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(vil) Additionsl requirements which wpply spuaﬁaa’y 0 micro-
fiche of filmed paper copy:

(A)Theﬁmfumofudnmicroﬁchcwbmmdﬂnimuhl
standard test target which contains five NBS Microcopy Resclution
Test Churts (No. 1010A), one in the center snd coe in esch cormer.
See illusteation oa pege 2 of NMA Recommended Practice MSI04,
laspection and Quality Control of First Generstion Sibver Halide
Microfilm. See alio paragraph 7 of NMA-MSS.

(B)mmondfnmofachmoﬂchembmnndmmmn
a fully descriptive title and the inventor’s name a8 (iled.

(C) The pages or lines sppearing on the microfiche frames should

be consecutively numbered.

(D) Pegination of the microfiche frames shall be from lefi to
right and from top to bottom.

(E) At a reduction of 24:1 resolution of the origisel mocrofilm
shall be at least 120 lines per mm (5.0 target) so that reproduction
copics may be expected to comply with provisions of paragraph
7.1.4. of NMA Standard MSS5.

(F) Background density of negative appearing camera master mi-
crofiche of filmed paper documents shall be within the range 0.9 10
1.2 and line deénsity should be no greater then 0.08. The density
shall be visual diffuse density as measured using the method de-
scribed in ANSI Standard PH 2.19.

(G) An index, when incleded, should appear in the lsst frame
(lower right hand corner when data is right-reading) of each micro-
fiche. Se¢ NMA-MSS5, parsgraph 6.6.

y ogui) Mncroﬁche gcncrated by Computer Output Microfilm
M).

(A) Background dessity of negative-appearing COM-generated
camera master microfiche shall be within the range of ‘1.5 10 2.0
ang line density should be no greater than 0.2. The density shall be
visual diffuse density as described in ANSI PH 2.19.

(B) The first frame of each miicrofiche submitted should coatain 2
resplution test frame in conformance with NMA standard MS1.

(C) The second frame of each microfiche submitted must contain
o fully descriptive title and the inveator’s name as filed.

(D) The pages or lines appearing on the microfiche frames
should be consecutively numbered.

(E) It is preferred that pagination of the microfiche frames be
from left to right and top to bottom but the alternative, i.e, from
top to bottom and from left ¢to right, is also acceptable.

(F) An index, when included, should appear on the last frame
(lﬁcower right hand corner when data is right reading) of each micro-

he

(G) Amendment of microfiche must be made by way of replace-
ment microfiche.

The Rules of Practice in Patent Cases have been
amended by adding a new section 1.96 to provide spe-
cial procedures for presentation of computer program
listings in the form of microfiche in patent applica-
tions. Use of microfiche is desirable in view of the
number of computer program listings being submitted
as part of the disclosure in patent applications. Such
listings are often several hundred pages in length. By
filing and publishing such computer program listings
on microfiche rather than on paper, substantial cost
savings can result to the applicants, the public, and
the Patent and Trademark Office.

BACKGROUND

A computer program listing, as used in these rules,
means the printout that lists, in proper sequence, the
instructions, routines, and other contents of a program
for a computer. The listing may be either in machine
or machine-independent (object or source) program-
ming language which will cause a computer to per-
form a desired task, such as solving a problem, regu-
fating the flow of work in computer, or cuntroiiug or
monitoring events. The general description of the
computer program listing will appear in the specifica-

MANUAL OF PATENT EXAMINING FROCEDURE

either directly or as & microfiche as appendin to the

specification and be incorporated into the speciﬁw

tion by reference.

Dmmmwrnﬂmxm&mamn}dummum
invoLven

The provisions of 37 CFR 1.52 and 1.84 for submit-
ting specifications and drawings on paper have been
found suitable for most patent applications. However.
when lengthy computer program listings must be dis-
closed in a patent application in order to provide a
complete disclosure, use of paper copies can become
burdensome. _ _

The cost of pnntmg long computer programs in
patent documents is also very expenswe to the Patent
and Trademark Office.

In the past, all disclosures part of a patent applica-
tion were presented on paper with the exception of
microorganisms. Under section 1.96, several different
methods for submitting computer program listings, in-
cluding the use of microfiche are set forth.

Relatively short computer program listings (10
pages or less) must be submitted on paper and will be
printed as part of the patent. If the computer program
listing is 11 or more pages in length, it may be submit-
ted on either paper or microfiche, although micro-
fiche is preferred.

Copies of publicly available computer program list-
ings will be available from the Patent and Trademark
Office at a cost of one dollar per microfiche or on
paper at a cost of 30 cents per page. These costs rep-
resent the estimated costs to the Office of furnishing
the copies.

OTHER INFORMATION

The micrographic standards referred to in section
1.96(b)(2) may be obtained from ecither the National
Micrographic Association, 8719 Colesville Road,
Silver Spring, Maryland, 20910 or the American Na-
tional Standards Institute, 1430 Broadway, New York,
New York 10018.

The effect of § 1.96 is that if a computer program
listing (printout) is 11 or more pages long, the appli-
cant may submit such listing in the form of micro-
fiche. Relatively short computer program listings (10
pages or less) must be submitted on paper and will be
printed as part of the patent, as in the past. When the
computer program listing is 11 or more pages in
length, it may be submitted on either paper or micro-
fiche, aithorgh microfiche is preferred. A microfiche
filed with a patent application will be referred to as a
“Microfiche Appendix,” and will be identified as such
on the front page of the patent, but will not be part of
the printed patent. “Microfiche Appendix,” denotes
the total microfiche, whether only ome, or two or
more. One microfiche is equivalent to a maximum of
either 63 (9x7) or 98 (14x7) frames (pages), or less.

The face of the file jacket will bear a label to
denote that a Microfiche Appendix is included in the
application. A statement must be included in the spec-
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iﬂenhnwtmmmunmmfwhew::m—
cluded in the spplication. The specification entry must
appear at the beginning of the specificetion immedi-
ately following aay cross reference to related applica-
tions, 37 CFR 1.77(c)2). The patent front page and
the Official Gazette entry will both coatain informa-
tion as to the number of microfiche and frames of
computer program lutmgs appearing in the microfiche
ix.

When an application containing microfiche is re-
ceived in the Mail and Correspondence Section, a
special pocket will be affixed to the center section of
the inside of the file wrapper underneath all papers,
and the microfiche inserted therein. The application
file will then proceed on its normal course, and when
it reaches the Application Division, a label which
sticks up above the file wrapper will be placed at the
center section of the face of the wrapper. When the
apphcatnon file reaches the Customer Services Divi-
sion, the Microfiche Appendix label will be placed on
the fact of the file wrapper. When the Allowed Files
Unit of Patent Issue Division receives the application
file, the person placmg the patent number on the face
of the file, upon seeing the Microfiche Appendix
label, will give the file to the Supervisor who will call
Customer Services. Division and give the serial
number and patent number, and request copies of the
microfiche. Customer Services Division personnel
will then put the patent number on the mcmﬁche(s),
making certain each microfiche is the most recent,
and numbering each correctly, e.g., 1 of 1, 1 of 2, etc.
Upon completion, two copies will be produced and
provided to Allowed Files—one for the grant head
and one for the file wrapper.

At the time of assembly, the Microfiche Appendix
will be placed inside the grant head behind the patent
grant for eyeletting, nbbomng, and mailing to the pat-
entee/attorney. During the signing of the grant heads
by the Attesting Officer, the patent will be checked to
assure proper assembly prior to mailing.

609 Information Disclosure Statement

37 CFR 1.97. Filing of information disclosure statement. (2) As a
means of complying with the duty of disclosure set forth in § 1.56,
applicants are encourasged to file an information disclosure state-
ment at the time of filing the application or within the later of three
months sfter the filing date of the application or two months after
epplicant receives the ﬁling receipt. If filed separately, the disclo-
sure statement should, in addition to the identification of the appli-
cation, include the Group Art Unit to which the application is as-
signed as indicated on the filing receipt. The disclosure statement
may either be separate from the spemﬁcauon or may be incorporat-

ed therein.

(b) A disclosure statement filed in accordance with paragraph (a)
of this section shall not be construed 25 e representation that a
search has been made or that no other material information as de-
fined in § 1.56(a) exists.

37 CFR 1.98, Content of information disclosure statement. (a) Any
disclosure statement filed under § 1.97 or § 1.99 shall include: (1) A
listing of patents, publications or other information and (2) a con-
cise explanation of the relevance of each listed itemn. The disclosure
statement shall be accompanied by a copy of each listed patent or
publication or other item of information in written form or of at
Teast the portions thereof considered by the person filing the disclo-
sure statement to be pertinent. All United States patents listed
should be identified by their patent numbers, petent dates and

nemes of the petentees. Each foesign published application or

patent should be cited by idemtifying the country or office which

issued it, the document number sad publication date indicated oa

the document. Bach printed publication should be identified by

suthor (if eny), title of the publicetion, peges, date und place of
blicati

() When two or more patests or publicetions considered materi-
almsubumhﬂyidmﬁcd,aeopy of a representative one may be
included in the statement and others merely listed. A translation of

the pertinent portions of foreign lengusge patents or publications
congidered material should be rememitted if an existing transiation
is readily aveilable (o the applicent.

37 CFR 1.99. Updating of information disclosure statement. If prior
to issuance of a patent an applicant, pursuant to his or her duty of
disclosure under § 1.56, wishes wo bring to the attention of the
Office additions! patents, publications or other information not pre-
viously submitted, the sdditionsl information should be submitted
to the Office with ressonable promptness. It may be included in a
supplemental information disclosure statement or may be imcorpo-
rated into other communicatioas to be considered by the examiner.
Any trensmitial of additional information shall be accompanied by
explanations of relevance and by copies in accordance with the re-
quuemcnts of § 1.98. .

~ Sections 1.97 through 1.99 provide an ideal mecha
nism for complying with the duoty of disclosure under
37 CFR 1.56. The statements should be submxtted in
accordance with the following gtudelmes o

(1) Information disclosure statements should: be sub-
mitted at the time of filing the application or within
the later of three months after the filing date of the
application or two months after applicant receives
the filing receipt so that it is available to the exam-
iner when the first Office action is prepared. If filed
separately, the information disclosure statement
should include the Group Art Unit to which the
application is assigned as indicated on the filing re-
ceipt. Information disclosure statements may be sep-
arate from the specification or incorporated therein.
The statement shall serve as a representation that
the person preparing it has included therein what
he or she believes to be the closest prior art or
other information of which he or she is aware and
shall not be construed as a representation that no
better art exists or that a search has been made. If
the first action in the application is received prior
to three months after filing of the application and
no information disclosure statement has been sub-
mitted, the information disclosure statement may be
submitted with the response to the first action and
be considered timely.

(2) The statement shall include a listing of the patents,
publications or other information which the prepar-
er of the statement wishes to cite and a concise ex-
planation of the relevance of each listed item.
Copies of the pertinent portions of all listed docu-
ments shall be supplied along with the statement,
both when incorporated into the specification and
when filed separately. If two or more patents or
publications considered material are substantially
identical, a copy of a representative one shall be in-
cluded with the statement and others may merely
be listed with an indication of which are considered
to be substantially identical.
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- Where the has submitted copies of in-
formation in accordance with these guidelines in a
prior application or the Office has cited the infor-
mation in applicant’s prior application, reference to
the submission in the prior application will be suffi-
cient for the continuing @ es far as the
copies are concerned. As far as the statement per se
is concerned, the relevence of the information to
the claimed subject matter must be indicated if it
differs from its relevance as explained in the prior
application.

(3) A translation of the pertinent portions of foreign
language patents or publications considered material
should be transmitted if an existing translation is
readily available to the applicant. It will be suffi-
cient, however, to transmit an equivalent Engllsh
language patent or publication so long as it is iden-
tified as an equivalent.

(4) If prior to the issuance of a patent an appheant,
pursuant to his duty of disclosure under 37 CFR
1.56, wishes to bring to the attention of the Office
additional patents, publications or other information
not prevnously submitted, the addmonal information
should be submitted to the Office with reasonable
prompioess. It may be included in & supplements]
information disclosure statement or may be incor-
porated into other communications to be considered
by the examiner. Any transmittal of additional in-
formation shsll be accompanied by explanations of
relevance and by copies in accordance with the re-
quirements sforementioned. The transmittal should
include a statement explaining why the information
was not earlier submitted. All information disclo-
sure statements submitted in accordance with these
guidelines will be coasidered by the examiner.

Where related or corresponding patent applica-
tions have been filed in other countries, information
may be cited by the patent offices of those other
countries in connection with the examiation of the
applications filed there. Where information is cited
by those other patent offices while the U.S. applica-
tion is pending, citations which are material to ex-
amination in this country and known to any of the
individuals covered by § 1.56 must be called to the
attention of this Office.

While the Patent and Trademark Office will not
knowingly ignore any prior art or other information
which might anticipate or suggest the clsimed inven-
tion, no assurance can be given that cited patents or
other information not submitted in accordance with
these guidelines will be considered by the examiner.

After the claims have been indicated as allowable
by the examiner, e.g., by the mailing of an Ex parte
Quayle action, a notice of allowability (PTOL~-327),
an examiner’s amendment (PTOL~37), or & Notice of
Allowance (PTOL-85), any citations submitted will
be placed in the file. Since prosecution has ended,
however, such submissions will not ordinarily be con-
sidered by the examiner unless the citation is accom-

panied by:

(@) A proposed amendment cancelling or further re-
stricting et least one independent claim end: ner-
rowing the scope of protection sought;

(b) A dmely affidavit under 37 CFR 1. I3l with re-
gpect to the material cited; or =

(©) A statement by the applicant or his attorney or
agemthm.inthejudgmentofthepersonmaking
the statement, the information cited (1) raises a
serious question as to the patentabthty of the
claimed subject matter, or (2) is closer than that
of record, or (3) is material to the examination of
the application as defined in 37 CFR 1.56(a) and
is filed with an explanation as to why the infor-
mation dieclosure statement was not edrlier pre-
sented e.g., information recently cited in a corre-
sponding foreign patent application.

If the material is submitted for consideration after
the issue fee has been paid, it must, in addition to
meeting the requirements of the previous paragraph,
also. be accompamed by & petmon under 37 CFR
1.183 with appropriate fee requesting a waiver of 37
CFR 1.312. Such a petition, if granted ‘would result

in review of the art by the ‘examiner and possible
entry of the material.

Where the information dlsclosure statement is not
submitted in conformance with 37 CFR 1.98 and this
section in either the specification or in a separate
paper, the examiner must list all the citations on a
form PTO-892 which is part of the next regular
Office action following receipt of the information dis-
closure statement if it is not listed on a form PTO-
1449. In addition, the appropriate space in the left-
hand column must be checked to indicate that a copy
of the document is not being furnished. Since the
properly cited documents are listed on form PTO-
892, there is no need to mark “All checked” or
“Checked” in the margin of the specification or in the
separate paper containing the citations. In situations
where an applicant submits an information disclosure
statement which does not fully comply with the guide-
lines of this section, e.g., the statement contains a list-
ing of documents but fails to include an explanation of
the relevance of all of the listed items or does not in-
clude copies of all listed information or some of the
items are deficient for other reasoms, the examiner
must consider and list on the form PTO-892 each
document which fully complies with the guidelines
and treat noncomplying items in accordance with (1)
and (2) of the following paragraph. If citations sub-
mitted in conformance with 37 CFR 1.98 and this sec-
tion are reviewed by a supervisor for any purpose and
the handling thereof by the examiner is found defi-
cient in the above respects, that supervisor will re-
quire correction before the allowance of the applica-
tion. If the application is sampled in the Quality
Review Program after allowance and it is found that
the examiner has not listed all of the citations which
fully complies with the guidelines on the PTO-892, it
will be returned to the examiner, via the group direc-
tor, for immediate correction. See also §§ 707.05(b)
and 717.08, item c2.
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Where . mfommm dmclosure statements are not

submiited in conformance ‘with ihe “guideline in this <

section; the examiner must, for all those documents

which have been considered but not listed on the -
form PTO-892, (1) mark “Checked” and place his or
her initials beside each citation or (2) wheré dll the

documents cited on a given page have been consid-
ered, mark “All checked™ and place his or her initials
in the left-hand margin-beside the citations. - -

37 CFR-1.98(a) calls only for a concise explanauon
of the relevance of each listed item. This may be
nothing more than identification of the particular

figure or paragraph of the patent or publication which

has some relation to the claimed invention. It might
be a simple statement pointing to similarities between
the item of information and the claimed invention. It

is permissible but not necessary to discuss differences
between the cited. information and the claims. It is =~

thought that the explanation of relevance will be
useful to the examiner and should not be significantly
burdensome for the appliéant to prepare. A statement

to the effect that an item is listed because it was cited
during the prosecutlon of a counterpart foreign apph-

cation and is not coidsidéred material to theé €xamina-
tion of the U.S. apphcatlon is to be considered as sat-
isfying the concise explanation requirement of 37
CFR 1.98(a). . .

Section 1.98 reqmres a copy of each patent or pub-
lication cited, including U.S. patents, or of at least the
portions thereof considered to be pertinent (§ 1.98(a))
to. accompany the. information  disclosure .statement.
Substantial time and effort often is needed to locate a
document. in the Office’s files. Since the person sub-
mitting the information disclosure statement generally
has available a copy of the item being cited, it is be-
lieved that expense and. effort can be minimized by
having that person supply the copy in all cases.

INFORMATION CITED ON ForM PTO-1449

Applicants, patent owners, reexamination reguest-
ers, protesters and others are encouraged to use form
PTO-1449, “Information Disclosure Citation,” when
preparing a statement under 37 CFR 1.97-199. A
copy of the form is reproduced in this section to indi-
cate how the form should be completed. This form
will enable persons to provide the Office with a uni-
form listing of citations.

While the ﬁlmg of information disclosure state-

" ments is voluntary, the procedure is. governed by the
guidelines ‘of this Section and 37 CFR 197 through

1.99. To be considered a proper information disclo-
sure statement, form PTO-1449 must be accompanied
by an explanation of relevance of each listed item, a

copy of each listed patent or publication or other item

. of information and a translation of the pertinent por-

tions of foreign documents (if an existing translation is
readily available to the apphcam) (37 CFR l98(a)),
and should be submiited in a timely manner.

Where information is cited after the claims are al-
lowed which are not in accordance with the guide-
lines, Form Paragraph 6.49 should be used.

6.49 Information Citation Afier Allowance

" The citations submitted by upphunt on [1] have been placed in
the file but have not been considered simce the provisions of MPEP
609 for citations filed afier the claisns bave been indicated as aliow-
able have not been satisfied.

Examiners must consider all citations submitted in
conformance with 37 CFR 1.98 and this section and
place their initials adjacent the citations in the boxes

.provided on the form. Examiners should also. initial

citations not in conformance with the guidelines

- which may have been considered. A citation may be

considered by the examiner for any reason whether or
not the citation is in full conformance with the guide-
lines. A line should be drawn through a citation if it is
not in conformance with the guidelines and has not
been considered. A copy of the submitted form, as re-
viewed by the examiner, should be returned to the ap-
plicant with the next communication. The original
copy of the form will be entered into the application
file together with any PTQ-892 form, on top of the
center portion of the file. The copy returned to appli-
cant will serve both as an acknowledgement of re-
ceipt of the information disclosure statement and as an
indication of which references, if any, were consid-
ered by the examiner. _ 4

Each citation on form PTO-1449 initialed by the
examiner will be printed on the issued patent in the
same manner as documents cited by the examiner on
form PTO-892.

Forms PT0O-326 and PTOL-37 have been revised
and now include a box to indicate the attachment of
Form PT0O-1449.
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