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801 Introdncﬁon

The subject of restriction or unity of invention, and
double patenting are treated under U.S.C. Title 35,
the Patent Cooperation Treaty Articles and Rules,
and the Rules of Practice.

802 Basis for Practice in Statute, Patent Cooper-
ation Treaty, and Rules

The basis for restriction or unity of invention, and
double patenting practices is found in the following
statute, national procedure rules, and PCT articles
and rules:

35 US.C. 121 Divisional applwamns. If two or more independent
and distinct inventions are claimed in one spplication, the Commis-
sioner may require the application to be restricted to one of the in-
ventions. If the other invention is made the subject of a divisions!
application which complies with the requirements of section 120 of
this title it shall be entitled to the benefit of the filing date of the
original application. A patent issuing on an application with respect
to which a requirement for restriction under this section hes been
made, or on an applicstion filed as a result of such a requirement
shall not be uged as a reference either in the Patent and Trademark
Offfice or in the courts agsinst a divisional application or against the
origing! application or any patent issued on either of them, if the
divigional application is filed before the issusnce of the patent on
the other application. If a divisionsl application is directed solely to
subject matter described and claimed in the original spplication as
filed, the Commissioner may dispense with signing end execution
by the inventor. The validity of & patent ghall not be questioned for
fuilure of the Commissioner to requise the spplication to be restrict-
ed to one inveation.

35 US.C. 372, Nattonal stage: Reguirements and procedure

(a) Al questions of substance and, within the scope of the re-
quirements of the treaty and Regulations, proceduse in sn interas.



ahthceueofnuionﬂappﬁwmmkﬂymedinthel’m
(b)lneneofi.ntemmouhppmdeummbutnotom-

(Z)IheCommkmnetﬁhymthmofuﬂtyofmven-
tioa 1o be reexamined under sectiom 121 of this title, within the
aeopeoftheuqmremudtheuuyndthekeguhm

¢ :
mofnammmmwmudambknumbﬂ.mybe
specifically claimed in different claims is ome application, provided
that application also includes an allowsble claim generic to all the
chmedspemmdaﬂtheclnmmmmemofomm
wMenmdependeutform(il”)orodmwuemcludeallthehm-
tations of the genesic claim.”

@)Amofchmd&ﬂmmmmapﬂmm
80 linked @5 to forin & single inveative comcept are considered to be
one invention. In perticulsr any of the following groupings: of
chmofdxﬂ'erentutegonumnyhenchdedmthemmeappha—
tion:

(1) in addition to a claim for 8 given product,

(i) & claim for one process specislly adepied for the manufacture
of the ssid product, s where the process of making as claimed
cannot be used to meke other and materislly different products;

@) a clsim for one use of the eaid praduct, 23 where id use a3
claimed cannot be practiced with ssother materiglly different prod-
uct; or

(&) both (i) and (u), (2) in eddition to a claim for & given process,
& cleim for one apparstus or meais specifically designed for carry-
ing out the seid process, thet is, it casmot be wsed to practice an-
other materislly different process.

(c) If the situstion of paragraph (b)(1) of this section exists where
claims to all three categories, product, process and use, are includ-
ed, and the product claims sre not sliowsble, the use and process
claims are not so linked as to form s sagle general inventive con-
cept. Where the process end use clsims are not so joined by aa al-
lowsble linking product claim, the spplicsst will be required to
elect cither the use or the process for prosecution with the product
clzim.

37 CFR 1.142. Reguirement for restriction. (a) If two or more in-
dependent and distinct inventions are chaimed in & single applice-
tion, the examiner in his action shall reqguire the applicant in his re-
sponse to thet aciion to elect that invention to which his claim shall
bere«ticted,thizoﬁcialactionbeinguﬂedamquirenmtforre—
striction (also known a8 2 requirement for division). If the distinct-
ness gnd independence of the inventions be cleas, tuch requirement
will be made before any action on the merits; however, it may be
made et any time before final action in the case, st the discretion of
the examiner.

(b) Claims to the invention or inventioss not elected, if not can
celied, are nevertheless withdrewn from fusther consideration by
the exeminer by the election, subject however to reinstatement in
the event the requirement for resisiction is withdrewn or overruled.

WEB R R k3 B OB K . .

37CFR1481 mmmvunayymmmmm
MWAuMm(l)mmmemmﬁom
quirement of myofmvmdanummnmm
ml‘onhu”llﬂmdl.l“equnmwow lw-
tion,
Q)HMMMMAMMMM&
ternstional application does not comply with the reguirement of
unity of invention, it shell inform the epplicant eccordingly end
invite the payment of sdditional fees (acte § 1.445 and PCT Ast.
17(3%a) emd PCT Rule 40). The epplicsat will be given a time

penodnmﬂmcewuhwrnuleﬂ3wpaytheaddmnfea

peﬂ'onnedon themvcnuon ﬁmmﬁoned(“mnmm")m
the cleims.
(d)l.ackofnmtyofmvenuonmaybedﬂwﬂyewdembefm
considering the cleims in velstion to sny prior art, or afier taking
the prior art into consideration, as where & docement discovered
during the search shows the invention clsiened in 4 generic or link-
ing clzim lacks novelty or is clearly obvicus, leaving two or more
claims joined thereby without e commod imventive concept. In
mbawemehmmondchhmgAMmynmtheob-
pcnonofhekoﬁmﬂyofmvenﬁon ; o
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(3)(.) If the lntemmoml Seurching Authority considers that the
internstional i does rot comply with the reguirement of
unity of invention as set forth in the Regulations, it ehall invite the
epplicant to pey additions] fees. The International Searching Au-
thontynhaﬂmbbshthemtemauonﬂmckreponontbuem
ofthe international spplication which relste to the invention first
mentioned in the claims (“msain invention™) sad, provided the re-

limit, on those parts of the international spplication which relate to
inventions in respect of which the ssid fees were paid.
» PCT RutE 13
Unity of Invention
13.1 Reguirement

The international application shall relate to cae mvention only or
toagroupofmvenuomsohnkedutofotmamglegenerdm-
uveconoept(“reqmrement of unity ot inventing™).

13.2 Claims of Diffferent Categories

Rule 13.1 shail be construed s permitting, in particular, one of
the following three poszsibilities:

(@) in addition to an independent claim for a given product, the
inclusion in the same internationsl spplicstion of am mdependent
clesim for a process specially adspted for the manufecture of the
said product, and the inclusion in the same internationsl spplication
of an indepeadent claim for a use of the said product, or

(ii) in eddition to an independent claim for & givem process, the
inclusion in the same international epplication of an independent
claim for an apperstus or means specifically desigmed for carrying
out the said process, or

(iif) in eddition to an independent claim for & given product, the
inclusion in the same international application of an independent
claim for & process specially adspted for the manufacture of the
product, end the inclusion in the same internations! application of
en independent cleim for an spparstus or means specifically de-
signed for carrying out the process.

13.3 Claims of One and the Same Category

Subject to Rule 13.1, it ghall be permitted to include in the same
internations! epplication two or more independent claims of the
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eme. cetegory; (e, product, process, appamm, orme)whd\
cmm&lybeeov«edbyamﬂewmc

134 Dmmccm B

~ Subject to Rule 13.1, nwbep«mmedloiucludeinthe-nc
intoraational 8 ressousble aumber of depesdent claime,
chimingspeciﬁctotmoftheuvmonehlmedmmiaw
cleim, even where the features of amy dependent clmnoouldbe
Wumﬂcummmmvenﬁm -

13.5 Urility Models

AaydeamdSmemwheh&ezrmtof:unlnymdd-
sought on the besis of an international spplication may, instesd of
Rules 13.1 to 13.4, apply inm respect of the matters regulated in
those Rules the provigioms of its nationsl law conceming wtility
models once the processing of the internstional application hes
started in that State, provided that the epplicant shall be allowed ot
lesst 2 months from the expiration of the time limit applicable
under Article 22 o adapt his application totheteqmremennofthe
sudprovmomoﬂhewmalhw

802,01 . ‘Meaning of “Independent”, “Distinet”

-35 U.S.C. 121 quoted in the precedmg section states
that the Commissioner may. require restriction if two
or more  “independent and distinct” inventions are
ch:medmoneapphcanon In 37 CFR 1.141 the state-
ment is made that two or more “mdependent and dis-
tinct mvenuom” may not be clauned in one apphca-
tion, .
Thxs Faises , the qmtlon of the subject& as between
whxch the Commissioner may- requu’e restriction. This

in turn depends on the construction of the expression
“mdependent and distinct” inventions.

“Independent,” of .course, means not dependent. If
“distinct” means- the same thing, then its use in the
statute and in the rule is redundant. If “distinct”
means something different, then the question arises as
to what the difference in meaning between these two
words may be. The hearings before the committees of
Congress considering the codification of the patent
laws indicate that 35 U.S.C. 121: “enacts as law exist-
ing practice with respect to division, at the same time
introducing a number of changes.” *

The report on the hearings does not mention as a
change that is introduced, the subjects between which
the Commissioner may properly require division.

The term “independent” as already pointed out,
means not dependent. A large number of subjects be-
tween which, prior to the 1952 Act, division had been
proper, are dependent subjects, such, for example, as
combination and a subcombination thereof; as process
and apparatus used in the practice of the process; as
composition and the process in which the composition
is -used; as process and the product made by such
process, etc. If section 121 of the 1952 Act were in-
tended to direct the Commissioner never to approve
division between dependent inventions, the word ‘in-
dependent” would clearly have been used alome. If
the Commissioner has authority or discretion to re-
strict independent inventions only, then restriction
would be improper as between dependent inventions,
e.g2., such as the ones used for purpose of illustration
above. Such was clearly, however, not the intent of
Congress. Nothing in the language of the statute and
nothing in the hearings of the committees indicate any

1::. 908

menttochanuetlmmbatantwehqu this subject.
On. the contrary, joinder. of the term “distinet”. with
the term “i t”indlcmhckofwchmtent
The hwhnlongbeenestablwheddmdepmdenxm-
veations (frequeatly termed. related inventions) such
as used for illustration sbove may be properly divided
if they. are, in fact “distinct” inventions, even though

INDEPENDENT

- The term ‘mdependent" (i.e., not dependent) means
that there is no disclosed relatxonslnp between the
two or more subjects disclosed, that is, they are un-
connected in design, operation or effect, for example,
(1) species under a genus which species are not usable
together as disclosed or (2) process and apparatus in-
capable of bemg used in practicing the process.

DlSTlNCT ’

The term “distinct” means that two or more sub-
jects as disclosed are related, for example as combina-
tion and part (subcombination) thereof, process and
apparatus for its practice, process and product made,
etc., but are capable of separate manufacture, use or
sale as claimed, AND ARE PATENTABLE (novel
and unobvious) OVER EACH OTHER “(though they
may each be unpatentable because of the prior art). It
will be noted that in this definition the term “related™
is used as am alternative for “dependent™ in referring
to subjects other than indépendent subjects.

It is further noted that the terms “independent™ and
“distinct” are used in decisions with varying mean-
ings. All decisions should be read carefully to deter-
mine the meaning intended.

802.02 Deﬁmtmn of Restnctlon

R&stnctxon, a generic term, includes that practice of
requiring an election between distinct inventions, for
example, election between combination and subcom-
bination inventions, and the practice relating to an
election between independent inventions, for example,
and election of species.

802.03 Meaning of General Inventive Concept

Rule 13 of the Patent Cooperation Treaty indicates
that an application should relate to one invention or
to a group of inventions so linked as to form a single
general inventive concept. This single general inven-
tive concept under the Patent Cooperation Treaty re-
lating to umity of invention in international applica-
tions substantially conforms to the concepts for the
restriction practice which has been used in national
applications in the Patent and Trademark Office.

All of the sections of this Chapter relate to both na-
tional and international applications except sections
804-804.04, 809.02(b), 809.02(c), 809.02(e), 809.04-821,
which relate to national applications only, and section
823, which relates to international applications only.

803 Restriction—When Proper

Under the statute an application may properly be
held to lack unity of invention or be required to be
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they are either independent (§§80604-80604(j))
- distimet (§§ 206.05-806.050)). -

If the search and examinstion of an entire apphca-
tiom con be made without serious burden, the examin-
cramouragadtoexammeuoathcmmu,em
though it includes claims to distinct or independent
inventions.

If it is demonstrated that two or more claimed in-
ventions have no disclosed relationship (“independ-
ent™), restriction should be required. If it is demon-
sirated that two or more claimed inventions have a
disclosed rehnonshlp (“dependent”™), then a showing
of distinctness is required to substanuate & restriction
requirement.

Where inventions are neither independent nor dis-
tinct, one from the other, or they are not sufficiently
different to support more than ome patent, their
joinder in a single apphcatlon must be permitted.

Pu.mcs REe MARKUSH-TYPE CLAIMS -

Themjectmatterherehmbeenrevmedmwewof
the  decisions In:re Weber et al, 198 USPQ 328
(CCPA 1978); and In re Hm, 198 USPQ 334 (CCPA
1978).

This snhectlon deals wnth Markushtype genenc
cluims - which inclede a . plurality of alternatively
usable substances or members. In most cases, a recita-

tion by enumeration is used because there is no appro-

priate or true generic language. In many cases, the
Markush-type claims include independent and distinct
inventioms. This is true where two or more of the
members are so unrelated and diverse that a prior art
reference anticipating the claim with respect to one of
the members would not render the claim obvious
under 35 U.S.C. 103 with respect to0 the other
member(s).

In applications containing claims of that nature, the
examiner may reguire a provisional election of a
single species prior to examination on the merits. The
provisional election will be given effect in the event
that the Markush-type claim should be found not al-
lowable. Following election, the Markush-type claim
will be examined fully with respect to the elected spe-
cies and forther to the extent necessary to determine
patentability. Should the Markush-type claim be
found mot allowable, examination will be limited to
the Markesh-type claim and claims to the elected spe-
cies, with claims drawn to species patentably distinct
from the elected species held withdrawn from further
consideration.

As an example, in the case of an application with a
Markush-type claim drawn to the compound C-R,
wherein R is & radical selected from the group con-
sisting of A, B, C, D, and E, the examiner may re-
quire a provisional election of a single species, CA,
CB, CC, CD, or CE. The Markush-type claim would
then be examined fully with respect to the elected
species and any species considered to be clearly
unpatentable over the elected species. If on examina-
tion the elected species is found to be anticipated or

AL 'OF PATENT EXAMINING PHOCH

mndetedobviombypdorm.themrkmh-type
claim and claims to the elected species shall be reject-
ed, and claims to the non-elected species would be
held withdrewn from further consideration. As in the
mvnﬁngptwﬁce.ammdwnonontherejected
cleims would be made final,

On the other hand, should no prior art be found

that anticipates or renders obvious the elected species,
the search of the Markush-type claim will be ex-
tended. If prior art is then found that anticipates or
renders obvious the Markush-type claim with respect
to & non-elected species, the Markush-type claim shall
be rejected and claims to the non-elected species held
withdrawn from further consideration. The prior art
search, however, will not be extended unnecessanly
to cover all non-elected species. Should applicant, in
response to this rejection of the Markush-type claim,
overcome the rejection, as by amendmg the Markush-
type cleim to exclude the species anticipated or ren-
dered obvious by the prior art, the amended Markush-
type claim will be reexamined. The prior art search
will be extended to the extent necessery to determine
patentability of the Markush-type claim. In the event
peior art is found during the reexamination that antici-
pates or renders obvious the amended Markush-type
claim, the claim: will be rejected and the action made
final. Amendments submitted after the final rejection
further restricting the scope of the claim will not be
entered.
"~ If the members of the Markush group are sufficient-
Iy few in number or so closely related that a search
and examinstion of the entire claim can be madé with-
out serious burden, the examiner is encouraged to ex-
amine all claims on the merits, even though they are
directed to independent and distinct inventions. In
such a case, the examiner will not follow the above
procedure and will not require restriction.

803.01 Review by Primary Examiner

Since requirements for restriction under Title 35
U.8.C. 121 are discretionary with the Commissioner,
it becomes very important that the practice under this
section be carefully administered. Notwithstanding
the fact that this section of the statute apparently pro-
tects the applicant against the dangers that previously
might have resulted from compliance with an improp-
er requirement for restriction, IT STILL REMAINS
IMPORTANT FROM THE STANDPOINT OF
THE PUBLIC INTEREST THAT NO REQUIRE-
MENTS BE MAKE WHICH MIGHT RESULT IN
THE ISSUANCE OF TWO PATENTS FOR THE
SAME INVENTION. Therefore to guard against this
possibility, the primary examiner must personally
review and sign all final requirements for restriction.

804 Definition of Double Patenting

Double patenting does not relate to international
applications which have not yet entered the national
stage in the United States.

There are two types of double patenting rejections.
One is the “same invention” type double patenting re-
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Jjection based on 35 U.S.C. 101 which states in.the sin-
gular that an inventor “msy obtain a patent.” This has
beeninterpretedumeunnsoalympﬂent.

-The other type -is the. “obviousness” type double
patenting rejection whlchsamdm“ycremddoc-
trine based on public policy rather thar statute and is
primarily intended to prevent prolongation of monop-
oly by prolubmng claims in a second patent not pe-
tentably disti from cleims in a first patent. In
reW!uteetal 160 USPQ 417; In re Thorington et
al., 163 USPQ 644. Note also §§ 804.01 and 804.02.

Form Paragraphs 7.24-7.26 may be used in obvious-
ness double patenting situations.

7.24 Rejection, Obviousness Double Patensing

Cilaim [1] rejected under the jedicislly created doctrine of obvi-
ousness-type double patenting s being unpatentable over claim [2]
of applicant’s [3]. Although the cleims are not identical, they are
not patentebly distinct from each other because (4].

Exsminer Note: C

1. In bracket 3, lmeneutbertbepawut . or the copending ap-
plication serial number.”

2. In bracket 4, explein the rejection.

3. Thupnngnphmustbefollowedbyb‘om?m:pblﬁu
theooncluuonofaﬂobv:oumdoublepuenmgmmnsmthe
725 unmwmmmmngkcfem

Clsim [8] rejected under the judicially crested doctrine of obvi-
oumas-typedoublepammgnbmgmpneuubleomcmm
of npphmt‘s [3] in view of [4]. Az the time the invention wss
made, it would have been cbvicus to [5].

" Exsminer Note:

1. In bracket 3, insert efther the patent no. or applicant’s copend-
ing application serial no.

2. In bracket 4, insert the secondary reference.

3. In bracket 5, explain the rejection.

4. This paragraph must be followed by Form Paregraph 7.26 at
the conclusion of all obviousness double patenting rejections in the
Office action.

7.26 Obviousness Double Patenting, Basis

The obviousness-type double patenting rejection is a judicially es-
tablished doctrine based upon public policy and is primarily intend-
ed to prevent prolongation of monopoly by prohibiting claims in 2
second patent not patentebly distinct from clsims in & first patent.
In re Vogel, 164 USPQ 619. A timely filed termingl disclsimer in
complisnce with 37 CFR 1.321(b) would overcome & rejection on
this ground. See MPEP §04.02 and 1490.

Exsmiver Notes

This explanation should follow immediately after all rcjections
made using Form Paragraphs 7.24 end/or 7.25

The Court of Customs and Patent Appeals has held
that a terminal disclaimer is ineffective in the first
type, where it is attempted to twice claim the same
invention. However, the “obviousness” type double
patenting rejection may be obviated by a terminal dis-
claimer.

The term “double patenting” is properly applicable
only to cases involving two or more applications and/
or patents having the same inventive entity and where
an invention claimed in one case is the same as, or not
patentably distinct from, an invention already
claimed. The term “double patenting” should not be
applied to situations involving commonly owned cases
of different inventive entities. Commonly-owned cases
of different inventive entities are to be treated in the
manner set out in § 804.03.

80401
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inventors listed on a-patent or ‘patent application. A
sole inventor im oae application and joint imventors in
another application cannot consmutcamgleor the
same entity, even if the sole inventor is one of the
joint inventors. Likewise, two sets of jomt inventors
do not comstitute a single inventive entity :flny indi-
vidual inventor is included in one set who is not also
included in the other set.

&m.t:}m Nullification of Double Pateating Rejec-

35 U.S.C. 121, third sentence, provides that where
the Office requires restriction at the national stage,
the patent of either the parent or any divisional appli-
cation thereof comforming to the requirement cannot
be used as a reference against the other. This apparent
nullification of double patenting as a ground of rejec-
tion or invalidity in such cases unpos&s a heavy
burden on the Office to guard against efroneous re-
quirements for restriction where the claims define es-
sentially the same inventions in different Ianguage and
which, if acquiesced i m, mxght result in the i issuance of
several patents for the same invention. -

The apparent nullification of double patentmg as a
ground of rejection or mvalxdlty raises many trouble-
some qmans as t0 meaning and situations where it
applies.

A. SITUATIONS WHERE THE DOUBLE PATENTING
ProTECTION UNDER 35 U.S.C. 121 DoEs NoT APPLY

(a) The spplicant voluntarily files two or more
cases without requirement by the examiner.

(b) The claims of the different applications or pat-
ents are not consonant with the requirement made by
the examiner, due to the fact that the claims have
been changed in material respects from the claims at
the time the requirement was made.

(c) The requirement was written in a manner which
made it clear to applicant that the reguirement was
made subject to the non allowance of generic or other
linking claims and such linking claims are subseguent-
ly allowed. Therefore, if a generic or linking claim is
subsequently allowed, the restriction requirement
should be removed.

(d) The requirement for restriction (holdmg of lack
of unity of imvention) was only made in an interna-
tional application.

B. Srruations WHERE THE IDOUBLE PATENTING

ProTECTION UNDER 35 U.S.C. 121 APPARENTLY

APPLIES

It is considered that the prohibition against holdings
of double patenting applies to reguirements for re-
striction between the related subjects treated in
§8 806.04 through 806.05(i), namely, between combi-
nation and subcombination thereof , between subcom-
binations disclosed as usable together, between proc-
ess and apparatus for its practice, between process
and product made by such process and between appa-
ratus and product made by such spparatus, etc., so

800-3

o B



e

hunthecla&mhuckweﬁledasamulxofmh

requirsiment are limited to its separate subject.

806.02 Terminal Disclaimer Avoiding Double
Pateating Rejection

If two or morewesareﬁled bya smgle mventlve
entity, and if the expiration dstes of the patents, grant-
ed or to be granted, are the same, either because of a
common issue date or by resson of the filing of one
or more terminsl disclaimers, two or more patents
may properly be gramted, provided the claims of the
different cases are not drawn to the same invention as
defined for double patenting purposes (In re Knohl,
135 USPQ 586; In re Griswold, 150 USPQ 804; In re
Vogel and Vogel, 164 USPQ 619).

The Patent and Trademark Office cannot ensure
that two or more cases filed by a single inventive
entity will have a common issue date Appllcants are
cautioned that reliance upon a common issue date
cannot effectively substitute for the filing of one or
more_terminal disclaimers in order to overcome a
proper double patenting rejectlon. partlcularly since a
common issue date alone does not avoid the potential
problem of dual ownership of patents to patentably
indistinct inventions. . =
' Claxn;s thiat dlﬂ'er from each other (aside from
minor  differences in language, punctuation, etc ).
whether or ot the difference is obvious, are not con-
sidered to be drawn to the same invention for double
patenting purposes. - In cases where the difference in
claims is obvious, terminal disclaimers are effective to
overcome rejections on double patenting. However,
such terminal disclaimers must include a provision
that the patent shall be unenforceable if it ceases to be
commonly owned with the - other application or
patent. Note 37 CFR 1.321(b).

Where there is no difference, the inventions are the
same and a terminal disclaimer is ineffective.

37 CFR 1.321(b). A terminal disclaimer, when filed in an applica-
tion to obvisie a double patenting rejection, must be accompanied
by the fee set forth in § 1.20(d) and include a provision that any
pafent granted on that application shall be enforceable only for and

dunngsuchpenodthnsudpatennscommonlyownedwuhthe
appheuuon or patent which formed the basis for the rejection.

See & 1490 for form.

804.03 Terminal Disclaimer Not Applicable—
Commonly Owned Cases of Different Inven-
tive Entities

37 CFR 1.78(c). Where two or more applications, or an applica-

" tion and a patent noming different inventors and owned by the

same party contain conflicting claims, the assignee may be called

- upon to state which named inventor is the prior inventor. In addi-

tion to making seid statement, the sssignee may also explain why an
interference should be declared or that no conflict exists in fact.

In view of 35 U.S.C. 135, it is necessary to deter-
mine priority of invention whenever two different in-
ventive entities are claiming a single inventive con-
cept, including variations of the same concept each of
which would be obvious in view of the other. This is
true regardless of ownership and the provision of 37
CFR 1.201(c) that interferences will not be declared
or continued between commonly owned cases unless

MANRUAL OF PATENT EXAMINING FROCEDURE

good .cauge- is shown therefor. A’ terminal disclsimer
cani have no effect in this situation, since the basis for
refusing more than one patent is 35 U.S.C. 102 or 103,
and is not connected with any extension of monopoly.

Accordingly, the sssignee of two or more cases of
different  inventive. entities, containing ' conflicting
claims must maintain a line of demarcation between
them. If such a line is not maintained, the assignee
should be called on to state which entity is the prior
inventor of that subject matter and to limit the claims
of the other application accordingly. If the assignee
does not comply with this requirement, the case in
which the requirement to name the prior inventor
was made will be held abandoned. = |

An appllcatlon in which a reqmrement to name the
prior inventor has been made will not be held aban-
doned where a timely response indicates that the
other application is abandoned or will be permitied to
become abandoned. Such a response will ‘be consid-
ered ‘sufficient since it renders the requirement to
identify the prior inventor moot because the existence
of conflicting claims is eliminated. R

If after taking out a patent,’a common assignee pre-
sents claims for the first time in a copending applica-
tion not patentably distinct from- the claims in the
patent, the claims of the application should be reject-
ed on the ground that the assignee,; by taking out the
patent at a time when the appllcation was not claim-
ing the patented invention, is estopped to contend that
the patentee is not the prior inventor.

If a patent is inadvertently issued on ome of two
commonly owned applications by different inventive
entities which at the time when the patent issued were
claiming inventions which are not patentably distinct,
the assignee should be called on to make a determina-
tion of priority as in the case of pending applications.
If the determination indicates that the patent issued to
the senior entity, a rejection under 35 U.S.C. 102 or
103 should be made. An election of the applicant
(senior entity) as the first inventor should not be ac-
cepted without a complete (not terminal) disclaimer
of the conflicting claims in the patent.

The requirement under section 1.78(c) applies only
where  the applications are claiming the same inven-
tion. This is the meaning of “conflicting claims”.

The requirement to elect under section 1.78(c)
cannot be based on the fact that the claims in the dif-
ferent cases have a common concept, in the sense of
one element of a multiple-element claimed different
combination.

Before making the requirement, with its threat to
hold the case abandoned if the election is not made by
assignee, the examiner must make sure that claims are
present in each case to the same inventions. Test:
Could the cases be put in interference, either on the
claims as presented or on insubstantially modified
claims?

If the answer to this test is in the affirmative, then
the requirement can be made; if the answer is in the
negative, then the requirement for election cannot be
made.
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Fonnpln'agnph 821orszsmybewdtomake
' { tunder37CFRl78(c) :

&27Dw‘&mu Irventors, Common Assignes, Same Invention

‘l‘hhlpplhﬂioumd[l]mbothchmm.hmofss
U.S.C. 133, it is necemary to determine priority of invention when
two different inventive entities are claiming a single imventive con-
cept, including veristions of the seme concept each of which would
be obvious in view of the other. A termingl disclsimer can have no
effect in this situation, since the basis for refusing more than one
pateat for one invention iz 35 U.S.C. 102 or 103 or estoppel and is
not coanected with eny exteasion of monopoly.

The assignee is required to state which entity is the peior inven-
tor of the conflicting subject mstier and to limit the clsims of the
other epplication eccordingly.

If the smignee does not comply with this reqmrenmt, thulpph-
cauonwﬂlbeheldabtndoned(MPEPBOQM)

Exsmiser Note:

1. In bracket 1, identify the other application or patent.

2. In bracket 2, identify the common invention claimed.

3. The invention mmtbeumeforbothmvennvemmwhen

using thiz paregraph.

828 Different but Obvious Inventions, Common’ Am

This spplication is considered to claim an invention not pstenta-
Hydmetﬁomﬂumvmuonclumedmcoummlyangnedlll
Vhere different inventive entities are involved caly ome patent
should issue for inventions thet ere not patentably distinct from
e-:hoeher Ae!onyv: Arm.l9ZUSPQ486 [2] '

lnbncketl,mertAppMonSeru!No.oertNo. :

In bracket 2, explain why the clsim{s) would be unpatentsble if
the other entity is prior, i.e., why this invention is obvious over the
other invention.

A termingl disclsimer can have no effect in this situation, since
the besis for refusing more than one patent for one imvention is 35
U.S.C. 102 or 103 or estoppel, and is not connected with any exten-
sioa of mooopoly. In sccordance with 37 CFR 1.78(c), the amignee
is called wpon to state which entity is entitled to priority of the fol-
lowing inveation: [3}.

Feilure to comply will result in sbandonment of this application.

Examiner Note:

1) In bracket 3, indicate the invention for which priority is to be
determined.

"STIf the other inventive entity is named the prior inventor, claim

[4} rejected as unpatentable over the invention of sasid eatity for
resgons stated above.

Ezeminer Note:

This paragraph is applicable when different inventions are in-
volved, and when the record is not clear which is eatitled to prior-
ity, and one application could not issue if the other is prior.
804.04 Submission to Group Director

In order to promote uniform practice, every action
conmmng a rejection on the ground of double patent-
ing of either a parent or & divisional case (where the
divisional case was filed because of a requirement to
restrict by the examiner under 35 U.S.C. 121, includ-
ing a requirement to elect species, made by the
Office) must be submitted to the group director for
approval prior to mailing. When the rejection on the
ground of double patenting is disapproved, it shall not

be mailed but other appropriate action shall be taken..

Note § 1003, item 4.
805 Effect of Improper Joinder in Patent

35 U.S.C. 121, last sentence provides: “The validity
of a patent shall not be questioned for failure of the
Commissioner to require the application to be restrict-

ed to one invention.” In other words under this staz-
ute,mpawmcanbeheldmdfarmproperjmder
of inventions claimed therein.

806 Determination of Distinciness or Independ-
~ eace of Clalmed Inventions

Thegueralpnncnplesrelmngtodmnncmm
independence may be summarized &s follows:

i. Where inventions are indepement (i.e., no dis-
closed relation therebetween), restriction to one there-
of is ordinsrily proper, §§ 806.04-806.04(j), though a
reasonable number of species may be claimed when
there is an allowed (novel and umcbvious) cleim ge-
neric thereto, 37 CFR 1.141, §§ 809.02-809.02(e).

2. Where inventions are related as disclosed but are
distinct as claimed, restriction may be proper.

3. Where inventions are related as disclosed but are
not distinct as claimed, restriction is never proper.
Since, if restriction is requlred by the Office double
patenting cannot be held, it is imperative the require-
ment should never be made wheré related inventions
‘as ‘clasimed are” not distinct.” For (2) and - (3) see
§§80605—80605(1) and 809.03.

806.01 ConmreClaimedSnbjeetMatter

In passing upon questions of double patentmg and
restriction, it is the claimed subject matter that is con-
sidered and such clgimed subject matter must be com-
pared in order to detérmine the question of distinct-
ness or independeénce.

80602 Patentsbility Over the Prior Art Not
Congidered

For the purpose of a decision on the question of re-
striction, and for this purpose only, the claims are or-
dinarily assumed to be in proper form and patentable
(novel and unobvious) over the pnor art.

This assumption, of course, is not continued after
the question of restriction is settled and the question
of patentabxhty of the several claims in view of prior
art is taken up.

806.03 Single Embodiment, Claims Defining
Same Essential Features

Where the claims of an application define the same
essential characteristics of a single disclosed embodi-
ment of an invention, restriction therebetween should
never be required. This is because the claims are but
different definitions of the same disclosed subject
matter, varying in breadth or scope of definition.

Where such claims appear in different applications
optionally filed by the same inventor, disclosing the
same embodiments, see §§ 804-804.02.

806.04 Independent Inventions

If it can be shown that the two or more inventions
are in fact independent, applicant should be required
to restrict the claims presented to but one of such in-
dependent inventions. For example:

I. Two different combinations, not disclosed as ca-
pable of use together, having different modes of oper-
ation, different functions or different effects are inde-
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penduu Anamcleofmm“ashm,mda
lobomotive bearing would be am’example. A process
of painting a house and a process of boring & weil
would be a second example. .

Z.Wherethetwomvenhoiuareprocmmdappc-
ratus, and the apparatus cammot be used to practice
the process or any part thereof, they. are independent.
A specific process of molding is independent from a
mm;uppmtuawhmhmnmbemedtopm:uce
the specific process.

S Wherespecmunderagemummdependem.
For example, a genus of psper clips having species
dnﬁ'mngmthemannermwhlchasectmofthcmre
is formed in order to achieve a greater increase in its

holding power.

Srl-:cms ARE TREATED EXTENSIVELY IN THE
SR FoLLowmNG Sscnons

806 04(0) Species--Genus

The statute (35 U.S.C. 12 lays dowu the - general
rule that restriction may be required to one of two or
more. mdependent inventions. 37 CFR. 1.141 makes an
exoeptnon to this, providing : that a reasonsble number
of species may be claimed in one apphcanon 1f the
other conditions of the rule are met. ©

M) Species May Be Related Inventiuns

' whzle usually mdependent may be rehted
undcr the partlcular disclosure. Where inventions as
disclosed and claimed are both (a) species._ under a
claimed genus and (b) related, then the question of re-
striction must be determined by both the practice ap-
plicable to election of species and the practice appli-
cable to other types of restrictions such as those cov-
ered in §§ 806.05-806.05@).. If restriction is improper
under either practice, it should not be required. .

For example, two different subcombinations usuable
with each other may each be a species of some
common generic invention. In ex parte Healy, 1898
C.D. 157, 84 O.G. 1281, a clamp for a handle bar
stem and a specifically different clamp for a seat post
both usable together on a bicycle were claimed. In his
decision, the Commissioner - considered both the
restriction practice under election of species and the
practice applicable to restriction between combination
and subcombinations.

As a further example, species of carbon compounds
may be related to each other as intermediate and final
product. Thus these species are not independent and
in order to sustain a restriction requirement, distinct-
ness must be shown. Distinctness is proven if it can be
shown that the intermediate product is useful other
than to make the final product. Otherwise, the dis-
closed relationship would preciude their being issued
in separate patents.

Form Paragraph 8.14 may be used in intermedi-
ate—final product restriction requirements.

8.14 Intermediate—Final Product

Examiner Note:
Following is shown an Intermediate—Final Product situation.

Inveations [1] and [2] are related as mutually exclusive species in
intermediate-final product relationship. Distinctness is proven for

MANUAL OF PATENT EXAMINING PROCEDURE
clrims im Gis: relationahip  the mmmmm

mske other than the final: (MPEP _section. $06.04(b), Ied

" paragraph), and the species are patentably distinct (MPEP section

8§06.04(R)). :
lnthummtcau.theinmmedutepmductudunwdwbe

useful s {3] snd the inventions ere deemed patentably distinct slnce

there is nothing o this Tecord to show them to be obvious var-

{ants. Should spplicant treverse on the ground that the epecies are
not patentably distinct, spplicent should submit evidence or identify
such evidence now of record showing the species to be obvious
vamu«cleu'lyadmitontherecordthtlhnuthecue In
either instance, if the examiner finds one of the inventions snticipat-
ed by the prior art, the evideice or admission may be used in @
rejection under 35 U.S.C. 103 of the other invention.

806.04(c) Subcombination Not Generic to Combi-
nation

The situation is frequently presented where two dif-

ferent combinations are disclosed, having a. subcom-

bination common to each. It is frequently puzzling to

determine whether a claim readable on two different

combinations is generic thereto.

This was early recognized in Ex parte Smith, 1888
C.D.-131, 44 O. G 1183, where it-was held that a sub-
combination was not genenc to the dﬂferent combma~

_tlons in’ which it was used.’

“To exemplify, a claim that deﬁnes only the subcom-
binatiomn, e.g. the mechanical structure of a joint, is
not a generic or genus claim to two forms of a combi-
nation, e.g., two different forms of a doughnut cooker
each of which utilize the same form of joint. ‘

806.04(d) Definition of a Generic Claim

In an application presenting three species illustrat-
ed, for example, in Figures 1, 2 and 3 respectively, a
generic claim should read on each of these views; but
the fact that a claim does so read is not conclusive
that it is generic. It may define only an element or
subcombination common to the several species.

It is not possible to define a generic claim with that
precision existing in the case of a geometrical term. In
general, a generic claim should include no material
element additional to those recited in the species
claims, and must comprehend within its confines the
organization covered in each of the species.

For the purpose of obtaining claims to more than
one species in the same case, the generic claim cannot
include limitations not present in each of the added
specnes claims. Otherwise stated, the claims to the spe-
cies which can be included in a case in addition to a
smgle species must contain all the limitations of the
generic claim.

Once a claim that is determined to be genenc is al-
lowed, all of the claims drawn to species in addition
to the elected species which include all the limitations
of the generic claim will ordinarily be obviously al-
lowable in view of the allowanice of the generic
claim, since the additional species will depend thereon
or otherwise include all of the limitations thereof.

When all or some of the claims directed to one of
the species in addition to the elected species do not
include all the limitations of the generic claim, then
that species cannot be clasimed in the same case with
the other species, see § 809.02(c)(2).
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: ons “of ‘inventions. Claims “are
uénr:paciea Clnimsmaybe restricted to a single dis-
closed embodiment (i.e. o single species, and' thus be
designed a specific species claim), or a clgim may in-

clude two or more of the disclosed embodiments
within the breadth and scope of definition (and thus
be designated a generic or genus claim).

Species are always the specifically dtyfcnnt emwdl-
ments.

Species are usually but not always mdependent
disclosed (see § 806.04(b)) since there is usually no
disclosure of relationship there between. The fact that
a genus for two different embodiments is capable of
being conceived and defined, does not -affect the
independence of the embodiments, where the case
under  consideration contains no disclosure ‘of any
‘community of operation, furiction or effect. . -

806.04(f) Clsims Restricted to Specles, by Mntu-
ally Exclusive {
~ Claims to. be mstnczed to dnffermt specm mmt be
mutually exclusive. The general test as to.when
clsims are restricted respectively to different species is
the fact that one claim recites; limitations which under
the disclasure are found in a first species. but not in a
second, while a second claim recites limitations dis-
closed only for the second species and not the first.
This is frequently expressed by saying that claims to
be restricted to different species, must recite the mu-
tually exclusive characteristics of such species.

806.04(h) Species Moust Be Patentably Distinct

- From Each Other and From Genus

Where an applicant files a divisional application
claiming a species previously claimed but nonelected
in the parent case, pursuant to and consonant with a
requirement to restrict, there should be no determina-
tion of whether or not the species claimed in the divi-
sional application is patentable over the species re-
tained in the parent case since such a determination
was made before the requirement to restrict was
made.

In a national application contammg clalms directed
to more than a reasonable number of species, the ex-
aminer should not require restriction to a reasonable
number of species unless he is satisfied that he would
be prepared to allow claims to each of the claimed
species over the parent case, if presented in a division-
al application filed according to the requirement. Re-
striction should not be required if the species claimed
are considered clearly unpatentable over each other.

In making a requirement for restriction in an appli-
cation claiming plural species, the examiner should
group together species considered clearly unpatenta-
ble over each other, with the statement that restric-
tion as between those species is not required.

Where generic claims are allowed in a national ap-
plication, applicant may claim in the same application
additional species as provided by 37 CFR 1.141. As to
these, the patentable distinction between the species
or between the species and genus is not rigorously in-

'806046) Geuerie"Claimsin

°m

atignied, . sinoe . theymwxmm me :same;pasent.
Howevet the practice stated in § 706.03(k) may be
followed if the claims differ, from the allowed _genus

oaly by subject mattef that ‘can be shown. by citation

of prios art.

‘Whese, however, an. applu.:am optmmlly ﬁles an-
o(her nations) apphcauon with claims to a different
species, or for a species disclosed but not claimed in a
puentweasﬁlcdandﬁmacted upOnbytheemm
iner, theve should be close investigation to determine
the presence or absence of patentable dlfferenee See
&C 804.01 and 804.02.

806.04()) Gemeric Claims Rejected When Pre-
semted for First Time After Issue of Species

Where an apphcant has separatz national apphm
tions for plural species, but presents no generic claim
until after the issue of a patent for one of the species,
the gemeric claims cannot be allowed even : though
the applications: were: co| in re Blattncr 114
USPQ299 44 C.C.P.A. 994 (CCPA-1957). - :

"5?Patent Only

Generic dmms covenng two or more species which
are separately claimed in two or more patents.to. the
same inventor . nssued on copendmg apphcatwns must
all be present in a single one of the patents. If present in
two or more patents, the genenc claims in the later
patents are void. Thus' ‘generic’ claims in an apphcatlon
should be rejected on the ground of double patenting
in view of the generic claims of the patent, Ex parte
Robinson, 121 USPQ 613 (Bd. App.. 1956).

806,05 Related Inventions

Where two or more related inventions are bemg
claimed, the principal questlon to be determined in
connection with a requirement to restrict or a rejec-
tion on the ground of double patentmg is whether or
not the inventions as claimed are distinct. If they are
distinct, restriction may be proper. If they are not dis-
tinct, restriction is never proper. If non-distinct inven-
tions are clmmed in'separate apphcatxons or patents,
double patenting must be held, except where the addi-
tional applications were filed consonant with a re-
quirement to restrict in a national application.

The various pairs of related inventions are noted in
the followmg sections.

806.05(a) Combination or- Aggregation and Sub-
combination or Element

A combinstion or an aggregation is an organization
of which a subcombination or element is a part.

The distinction between combination and aggrega-
tion is not material to questions of restriction or to
questions of double patenting. Relative to questions of
restriction where a8 combihation is alleged, the claim
thereto must be assumed to be allowable (novel and
unobvious) as pointed out in § 806.02, in the absence
of a holding by the examiner to the contrary. When a
claim is found in a patent, it has already been found
by the Office to be for a combination and not an ag-
gregation and must be treated on that basis.
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Rutﬁctionuordmardyﬁotproper betweenacom-
bintﬁon(AB)thattheeummerholdstobeoMmd
unpatentable and the subcombinstion (B) in which the
exsminer holds the novelty, if any, to reside; Ex parte
Donnefl, 1923 C.D. 54, 315 0.G. 398. (See § 820.01.)

$06.05(c) Crltu-hofm for Combing-
mswmumemtoum

In order to estabhsh that combination and subeom
bination inventions are dutmct. two-way d:stmctnm
must be demonstrated. -

To support & requirement for rmtnctlon, both two-
way' distinctness and ressons for msxstmg on restric-
tion are necessary. =

If it can be shown t!mt a oombmauon, as clmmed

- (1) does not require the particulars of the subcom-
bination as claimed for pazentabthty (to show novelty
and unobviousness), and

(2).the subcombmatxon can. be shown to have uuhty
either by itself or in other and different relations, the
mventronsaredmunct.Whenthmfactomomnotbe
shown, such inventions are not distinict.

The followmg examples are mcluded for geneml

Nove! SM

l. SuncounmAnon Not Esssmm TO
Commvxnon

ABar/Bapy Restriction proper

Where a combination as claimed does not set forth
the details of the subcombination .  as - separately
claimed and the subcombination has separate utility,
the inventions are distinct and restriction is proper if
reasons exist for insisting upon the restriction, i.e. sep-
arate classification, status, or field of search.

This situation can be diagramed as combination 4
Byr, and subcombination Byp. By indicates that in the
combination the subcombination is broadly recited
and that the specific characteristics set forth in the
subcombination claim. B, are not set forth in the
combination claim.

Since claims to both the subcombination and combi-
nation are presented and assumed to be patentable, the
omission of details of the claimed subcombination By
in the combination claim 4 B, is evidence that the
patentsbility of the combination does not rely on the
details of the specific subcombination.

2. SUBCOMBINATION EsgeENTIAL TO COMBINATION
A Byp/Bep No restriction

If there is no evidence that combination 4 By is
patentable without the details of By, restriction
should not be required. Where the relationship be-
tween the claims is such that the separately claimed
subcombination By, constitutes the essential distin-
guishing feature of the combination 4 Byp as claimed,
the inventions sre not distinct and & requirement for
restriction must not be made, even though the sub-
combination has separate utility.

' MANUAL OF PATENT EXAMINING PROCEDURE

3. Some COmMBINATION: CLAIMS :RBCITE SPBEGIfIC -
- FEATURES OF THE SUBCOMBINATION BUT.OTHER |

Coumwmma Cx..uus GIvE. Evmnncz Tmrr THE
Suncousmnou ls Not Essmml. T0 THB Com-

BINATION.
A Bep/A By (Evidence clum)/B.p Resmcuon proper

Claim 4 By is an evidence claun whrch nndxcates
that the combination does not rely upon the specific
details of the subcombination for its patentability. If
claim A4 By is subsequently found to be unallowable,
the question of rejoinder of the inventions restricted
must be recounsidered and the letter to the applicant
should so state. Therefore, where the combination
evidence claim A Ber does not set forth the details of
the subcombination By and the subcombination B
has separate utility, the inventions are distinct and re-
striction is proper if reasons exist for ‘insisting upon
the restriction.

" In applications claunmg plural mventxons capable of
being viewed as related in two ways, for example, as
both combinationi-subcombination and also as different

‘statutory categories, ‘both applicable’ criteria for- dis-
tinctness must be demonstrated’ fo' support a rmtnc-

tion requirement. See also' § 806.04(b):
- Form Paragraph 8.15 may be used ‘in oombmatlon-
subcombmnmn mtncuon reqmrements )

&1s Cmnbmwn-Subcambimrm :

Following is shown a combmatmn subcombmatwn situation. (MPEP
&06.05c)). .

Inventions {1}, and [2] are related as cmbmsuon and subeombum-
tion. Inventions in this relationship are distinct if it can be shown
that (1) the combination es claimed does not require the perticulars
of the subeombination as claimed forpltenmbrhtyand(Z)thatthe
subcombination has utility by itself or in other combinations.
(MPEP 806.05(c)) In this instant case, the combination as claimed
does not reguive the particulars of the subcombinstion as claimed
because {3]. The subcombinsation has separate utility sncb as [4].

Exzsminer Note:

In situations involving evidence claims, see MPEP 806.05(c), exam-
ple 3, and explain in bracket 3.

Tre brackes 4, suggest utilisy other than used in combination.

§ 806.05(d) Subcombinations Usable Together

Two or more claimed subcombinations, disclosed as
usable together in a single combination, and which
can be shown to be separately usable, are usually dis-
tinct from each other.

Care should always be exercised in this situation to
determine if the several subcombinations are generi-
cally claimed. (See 806.04(b).)

Form Paragraph 8.16 may be used in restriction re-
quirements between subcombinations.

8.16 Subcombinations, Usable Together

Ensminer Note;

Following is shown a situation of subcombinations usable together.
(MPEP 806.05(d)).

Inventions [1] and [2] are related as subcombinations disclosed as
usable together in & single combination. The subcombinations are
distinct from each other if they are shown to be separately uasble.

800-10




. .-RESTRICTION; DOUBLE PATENTING .

'Ilthemuntcaedwmveauonﬂ]husem&eunInyMu[ﬂ
See (MPEP 806.05(d)).

Buamios Nots:

i lnbmkﬂJ.mMeappmpmngmapumedutwm

(nvantion.
2. In brackes 4, suggess wtility other then with other invension.
§ 806.05(e) Process and Apperatus for Its Prac-
tice—Digtinciness

37 CFh 1.141, Differens inventions in one agplication.

@ L 3 ©

() A group of claims of different categories in an application so
linked a3 to form e single inventive concept are comsidered to be
onre invention. In perticular any of the followisg groupisgs of

claims of different categories may be included in the same spplica-.

tion:
@ ] L]

{2) In addition to a claim I‘otagwcnprocmaclmnforone
apparatus or means specifically designed for carrying out of the
said process, that is, it cannot be used to pracuce anotber matenally

differest process.

The words, “that is” in § 1.141(b)(2) should be read

as “for cxample” The one way distinctness set forth
in the rule is illustrative and -is not limiting to" that
mentioned. No change in practice under this section
was intended by the 1978 rule change. The example
was included .in the rule to illustrate the meaning of
“specifically designed.”

In applications claiming inventions in different stat-
utory categories, only one-way distinctness 'is general-
ly needed to support a restriction reqmrement How-
ever, see § 806.05(c).

Process and apparatus for its practice can be shown
to be distinct inventions, if either or both of the fol-
lowing can be shown: (1) that the process as claimed
can be practiced by another materially different appa-
ratus or by hand, or (2) that the apparatus as claimed
can be used to practice another and materially differ-
ent process.

Form Paragraph 8.17 may be used to make restric-
tion requirements between process and apparatus.

8.17 Process and Apparatus

Examiner Notes

Following is shown a Process and Apparatus for its Practice situa-
tion. MPEP (806.05(e)).

Inventions [1] and [2] are related as process and apparatus for its
practice. The inventions are distinct if it can be shown that either:
(1) the process as claimed can be practiced by another materisily
different apparatus or by hand, or (2) the apparatus as claimed can
be used to practice another and materially different process.
(MPEP 806.05(c)). In this case [3].

Examiner Note:

In bracket 3, use one or more of the following reasons:

1) the process as claimed can be practiced by another and materially

different apparatus such as © © ©
2) the process as claimed can be practiced by hand.
3) the apparatus as claimed can be used to practice another and ma-

terially different process such as © ¢ *©
806.05(0 Process of Making and Product

Made—Distinctness
37 CFR 1.141. Different inventions in one application.

(b)Agmupo[clnmddiMqumanwplmlmw
tofomumgleinvenuvecommconuderedtobe

one invention. In pmicuhr any of the tollowing groupings of
claims of different categories may be included in the same applics-
tion:

(1) in addition to a claim for & givea product,

() a claim for one process specially edepied for the menufecture
of the ssid product, e where the process of making es claimed
camnot be used to meke other and meterinlly different products;

® L] (] 3 @

The words “as where” in 37 CFR 1.141(BYIXE)
should be read as “for example”. The one way dis-
tinctness set forth in the rule is illustrative and is not
limiting to the one illustration given. No change in
practice under this section was intended by the 1978
rule change. The example was included in the rule to
illustrate the meaning of “specially adapted™.

A process of making and a product made by the
process can be shown to be distinct inventions if
either or both of the following can be shown: (1) that
the process as claimed is not an obvious process of
making the product and the process as claimed can be
used to make other and different products, or (2) that
the product as claimed can be made by another and
materially different process.

Form Paragraph 8.18 may be used in restriction re-
quirements between product and process of making.

818 Product ond Pmcess of Malcmg

'Exzaminer Note: '

Following is shown a Product and Process of Making situation
(MPEP 806.05(f)).

Inventions [1] and [2] are related as process of maeking and prod-
uct made. The inventions are distinct if either or both of the fol-
lowing can be shown: (1) that the process as claimed can be used to
make another and materially different product or (2) that the prod-
uct as claimed can be made by ancther and materially different
process (MPEP 806.05(f)). In the instant case [3].

Exsminer Note:

In bracket 3, use one or more of the following reasons:
1) the process as claimed can be used to make a materially different

product suck as © * %,
2) the product as claimed can be made by @ materially different

process such as * * *

806.05(g) Apparstus and Produet Made—Dis-
tinctness

An apparatus and a product made by the apparatus
can be shown to be distinct inventions if either or
both of the following can be shown: (1) that the appa-
ratus as claimed is not an obvious apparatus for
making the product and the apparatus as claimed can
be used to make other and different products, or (2)
that the product as claimed can be made by another
and materially different apparatus.

Form Paragraph 8.19 may be used for restriction
requirements between apparatus and product made.

8.19 Apparatus and Product Made

Examiner Note:

Following is shown an Apparatus and Product Made situation.
(MPEP 806.05(g)).

Inventions [1] and [2] are related as apparatus and product made.
The inventions in this relationship are distinct if either or both of
the foliowing can be shown: (1) that the apparatus as claimed is not
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be used for meking o differeat product or (2) that the product 88
cwmedmnbemadebymnndmtemnyd!ﬂmmm
(LFEP 806.05(g)). In this case {3).

Esxsoniner Note:

dr brackes 3, mmwmdlhfollowinm

l)ﬂoammmdnﬁud&mmm:ammhm
the product and the apparsens as claimed can be used to make o dif-
Serert product such s © * ©

&) the produci can be made by @ materially different apparatus such

806.05(k) Product snd Process of Using
37 CFR 1.141. Different inventions in one application.

b} A group of cleims of different categories in an spplicstion %0
linked as to form & single inventive concept sre considered o be
ome invention. In parucuhr any of the followmg groupings of
cleims of different categoties may be included in the same applics-
tion:

(1) in addition 10 & claim for a given product,

_ @ & Ly * L

(i) & cleim for one vse of the said product, as where ssid use as
cleimed cannot be practiced with another matermlly dxﬂ'eruu pmd
uct; or

(iii) both (i) and @i);

] ® ® . s

The words “as where”™ in 37 CFR 1.141(b){(1)(ii)
should be read as “for example”. The one way dis-
tinctness set forth in the rule is illustrative and is not
limiting to the one illustration given. No change in
practice under this section was intended by the 1978
rule change.

A product and a process of using the product can
be shown to be distinct inventions if either or both of
the following can be shown: (1) the process for using
as claimed can be practiced with another materially
different product, or (2} the product as claimed can
be used in a materially different process of using.

Form Paragraph 8.20 may be used in restriction re-
quirements between the product and method of using.

8.20 Product and Process of Using

Examiner Note:

Following is shown a Product and Process of Using the product situ-
ation. (MPEP 806.05(k}).

Inventions {1] and [2] are related as product and process of use.
The inventions can be shown to be distinct if either or Both of the
following can be shown: (1) the process for using the product as
claimed can be practiced with ancther materially different product
or (2) the product as claimed can be used in a materisily different
pf]ocm of using that product (MPEP 806.05(h)). In the instant case
[£) 2

Examiner Note:

In bracket 3, use one or mave of the following reasons;

1) the process as claimed can be practiced with another materially

different product such as © ¢ *
2) the praduct as claimed can be used in a materially different proc-
esssuchas ® ¢ ¢

806.05() Produet, Process of Making, and Proe-
ess of Using—Product Claim Not Allowable

37 CFR 1141, Different inventions in one application,

[ 4 [ L4 @ 6

MANUAL OF PATENT EXAMINING PROCEDURE

(c)!f&emﬁonol‘pcugmph (b)(l)ofthiswmonuﬂswhert
cleims to & theee categories, product, procmanduse.aremclud—
ed, and the product claims are not allowable, the vie gnd: process
cluims sre not e lnked 2z to form 8 single general inventive com-
cept. Where the process and use claims are not so joined by aa gl
lowable lsking product cleim, the epplicant will be reguired two
electathu(hememthepfoceufor prosecunon with the producx
clgim.

Where an application contains claims to a product,
claims to a process specially adapted for the manufac-
tuer of the product, and claims to the process of using
the product wherein the use as claimed cannot be
practiced with another materially different product,
and the product claims are not allowable (they are
not novel or unobvious), restriction is proper between
the process of making and the process of using. In
such an instance, the applicant will be required to
elect either the use or process of making for prosecu-
tion- wnth the product claim.

807 Patentalnhty Report Practice Has No Effect
on Restriction Practice
‘Patentability report practice (§ 705), has no effect
upon, and does not modify in any way, the practice of
restriction, -being . designed merely to facilitate - the
handling of cases in which restnctlon can not. proper-
Iy be required. .

808 Reasous for Inslstmg Upon Restnctlon

Every requirement to restrict has two aspects, (1)
the reasons (as distinguished from the mere statement
of conclusion) why the inventions as claimed are
either independent or distinct, and (2) the reasons for
insisting upon restriction therebetween.

808.01 Independent Inventions

Where the inventions claimed are independent, i.e.,
where they are mot connected in design, operation or
effect under the disclosure of the particular applica-
tion under consideration (§ 806.04), the facts relied
upon for this conclusion are in essence the reasons jor in-
sisting upon restriction. This situation, except for spe-
cies, is but rarely presented, since persons will seldom
file an application containing disclosures of independ-
ent things.

808.01(a) Species

Where there is no disclosure of relationship be-
tween species (see § 806.04(b)), they are independent
inventions and election of one following a require-
ment for restriction is mandatory even though appli-
cant disagrees with the examiner. There must be a
patentable difference between the species as claimed,
see § 806.04(h). Thus the reasons for insisting upon
election of one species, are the facts relied upon for
the conclusion that there are claims restricted respec-
tively to two or more patentably different species that
are disclosed in the application, and it is not necessary
to show a separate status in the art or separate classifi-
cation.

A single disclosed species must be elected as a pre-
requisite to applying the provisions of 37 CFR 1.141
to additionaf species if a generic claim is allowed.
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.Bven though .the. examiner rejects the genenc
claims, and even though the applicant cancels the
same and thus admits that the genus is unpatentable,
where there is a relationship disclosed between spe-
cies such disclosed relation must be discussed and rea-
sons. advanced leading to the conclusion that the dis-
closed relation does not prevent restriction, in order
to establish the propriety of restriction.

Election of species should not be required if the spe-
cies claimed are comzidered clearly uapatentable (cbvi-
ous) over each other. In making a requirement for re-
striction in an application claiming plural species, the
examiner should group together species considered
clearly unpatentable over each other, with the state-
ment that restriction as between those species is not
required.
~ Election of species should be required prior to a
search on the merits (1) in all_ applications containing
claims to a plurality of species with no generic claims,
and (2) in all apphcatlons contammg both specles
claims and generic or Markush claims.

In all applications in which no species: clanms are
present and 2 generic claim recites such a multiplicity
of specws that an unduly extensive and .burdensome
search is required, a reqmrement for an election of
specles should be made pnor to-a search of the gener-
ic claim. .
~ In all national apphcatlons where a genenc clanm is
found allowable, the application should be treated as
indicated in §§ 809.02 (b), (c), or (e). If an election is

|| made pursuant to a telephone requirement, the next

action should include a full and complete action on
the elected species as well as on any generic claim
that may be present.

808.02 Related Inventions

Where, as disclosed in the application, the several
inventions claimed are related, and such related inven-
tions are not patentably distinct as claimed, restriction
under 35 U.S.C. 121 is never proper (§ 806.05). If ap-
plicant optionally restricts, double patenting may be
held.

Where the related inventions as claimed are shown
to be distinct under the criteria of §§ 806.05(c-1), the
examiner, in order to establish reasons for insisting
upon restriction, must show by appropriate explana-
tion one of the following:

(1) Sevarate classification thereof:

This shows that each distinct subject has attained
recognition in the art as a separate subject for inven-
tive effort, and also a separate field of search. Patents
need not be cited to show separate classification.

(2) A separate status in the art when they are classi-
fiable together;

Even though they are classified together, as shown
by the appropriate explanation each subject can be
shown to have formed a separate subject for inventive
effort when an explanation indicates a recognition of
separate inventive effort by inventors. Separate status
in the art may be shown by citing patents which are
evidence of such separate status,

(3) A different field of search:

.« Whueltmnecessarytosurchforoneofthedw-
unctsub)ectsmplaceswherenopemnentmtothe
other subject exists, a different field of search is
shown, even though the two are classified tomhet
'l'hemdtcateddnfferentﬁeldofnearchmustmfnctbe
pertinent to the type of subject matter covered by the
claims. Patlents' need not be cited to show different
fields of gearch.

- Where, however, the classification is the same and
the field of search is the same and there is no clear
indication of separate future classification and field of
search, no reasons exist for dividing among related in-

ventions.
209 Clnims Linking Distinct Inventions

Where, upon examination of an application contain-
ing claims to distinct inventions, linking claims are
found, restriction can nevertheless be required. See
§ 809.03 for definition of linking claims.

A letter mcludmg only a restriction requirement or
a. telephoned requirement to: restrict (the latter being
encouraged) will be effected. speclfymg which claims
are conssdered hnkmg See §812.01 for telephone
practice in restriction requirements.

No art will be indicated for this type of hnkmg
claim and no rejection of these claims made.

A 30-day shortened statutory period will be set for
response {0 a written requirement. Such action will
not be an “action on the merits” for the purpose of
the second action final program.

To be complete, a response to a requirement made
according to this section need only include a proper
election.

The linking claims must be examined with the in-
vention elected, and should any. Imkmg claim be al-
lowed, rejoinder of the divided inventions must be
permitted.

809.02 Generic Claim Linking Species

Under 37 CFR 1.141, an allowed generic claim may
link a reasonable number species embraced thereby.

The practice is stated in 37 CFR 1.146.

37 CFR 1.146. Election of species. In the first action on an applice-
tion conizining a generic claim and claims restricted separately to
each of more than one species embraced thereby, the examiner may
require the applicant in his response to that action 10 elect that spe-
cies of kis or her invention to which his or ber claim shall be re-
stricted if mo generic claim is held allowable. However, if such ap-
plication comtains claims directed to more than a reasonable number
of species, the examiner may require restriction of the claims to not
more than a reasonable number of species before taking further
action in the case.

809.02(a) Election Required

Where generic claims are present, the examiner
should send a letter including only a restriction re-
quirement or place a telephone requirement to restrict
(the latter being encouraged). See § 812.01 for tele-
phone practice in restriction requirements.

Action as follows should be taken:

(1) Identify generic claims or indicate that no ge-
neric claims are present. See § 806.04(d) for definition
of a generic claim.
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809,02(b)

(2) Clearly 1dem|fy éach (or in aggravated cases at
least exemplary omes) of the disclosed species, fo
which claims are restricted. The species are preferably
identified as the spécies of figures 1, 2, and 3 or the
species of examples 1, II and I, respectively. In the
absence of distinct figures or examples to identify the
several species, the mechanical means, the particular
material, or other distinguishing characteristic of the
species should be stated for each species identified. If
the species cannot be more conveniently identified, the
claims may be grouped in accordance with the species
to which they are restricted.

(3) Applicant should then be required to elect a
single disclosed species under 35 U.S.C. 121, and ad-
vised as to the requisites of a complete response and
his rights under 37 CFR 1.141.

For generic claims, a search should not be made
and art should not be cited.

In national applications, a 30-day shortened statu-
tory period will be set for response when a written
requirement is made without an action on the merits.
This period may be extended under the provmons of
37 CFR 1.136(a). Such action will not be an “action
on the merits” for purpose of the second actxon final
program.

To be complete, a recponse to a requirement made
according to this section need only mclude a proper
election.

In those applications wherein a reqmrement for re-
striction is accompanied by an action on all claims,
such action will be considered to be an action on the
merits and the next action should be made final.

Examiners should use Form Paragraphs 8.01 or
8.02.

801 Election of Species

This application contains claims directed to the following paten-
tably distinct specxes of the clzimed invention: {I].

Apphcant is required under 35 U.S.C. 121 to elect a single dis-
closed species for prosecuuon on the merits to which the claims
shall be restricted if no generic claim is finally held to be allowable
Currently, [2] generic.

Applicant is advised that a response to this requiremenat must in-
clude an identification of the species that is elected consonant with
this requirement, and a listing of all clsims readable thereon, includ-
ing any claims subsequently added. An argument that a generic
claim is allowable or that all claims are generic is considered noare-
spongive unless sccompanied by an election.

Upon the allowance of a generic claim, applicant will be entitled
to consideration of claims to additional species which are written in
dependent form or otherwise include all the limitations of an al-
lowed generic claim as provided by 37 CFR 1.141. If claims are
added after the election, applicant must indicate which are readable
upon the elected species. MPEP £09.02(a).

Should applicant traverse on the ground that the species are not
patentably distinct, applicant should submit evidence or identify
such evidence now of record showing the species to be obvious
variants or clearly admit on the record that this is the case. In
either instance, if the examiner finds one of the inventions anticipat-
ed by the prior art, the evidence or admission may be used in a
rejection under 35 U.S.C. 103 of the other invention.

Examioer Note:
In bracket 2, insert the appropriate generic claim information,

8.02 Election When Claims Are Not Restricted to Species
Claim [1] generic to a plurality of disclosed patentably distinct
species comprising [2). Applicant is required under 35 U.S.C. 121 to

MANUAL OF PATENT EXAMINING PROCEDURE |

e!ectadndedmclocedspecieu emthoughthureqmcmnm-
versed.
Mwmntmvmmthemmmmemmm
patentably distinct, epplicant should wbmit evidence or identify
such evidence mow of record showing the species o be obvious
vamuaorclenﬂyadmnontherwotdumumutbeme In

 either instance, if the examiner finds cae of the inventions anticipat-

ed by the prioe art, the evidence or admission may be used in 2
rejection ender 35 U.S.C. 103 of the other mvention.

This paragraph should be used for the election of species veguirement
described in MPEP 803 (Markush group) and 809.02(d) (burdensome
search mecessary). In bracket [2) clearly identify the species from which
an election is io be made.

If claims are added after the election, applicant
must indicate which are readable on the elected spe-
cies.

It is necessary to (1) identify generic claims or state
that none are present, and (2) to clearly identify each
species involved.

£09.02(b) Electnon Required——Genenc Claim Al-
lowable

When a clanm generic to two or more claimed spe-
cies is foiind to be allowable on the first or any subse-
quent action on the merits and election of a single spe-
cies has not been made, applicant should be informed
that the claim is allowable and generic, and a require-
ment should be made that applicant elect a single spe-
cies embraced by the allowed genus umnless the species
claims are all in the form required by 37 CFR 1.141
and no more than a reasonable number of species are
claimed. Substantially the following should be stated:

“Applicant is advised that his or her response to he complete
must include an identification of the single, disclosed species
within the allowed genus that he or she elects and a listing of all
claims readable thereupon. Applicant is entitled to consideration
of claims to a reasonable number of disclosed species in addtion
to the elected secies, which species he or she muse identifp and list
all claims restricted to each, provided all the claims to each addi-
tional species are written in dependent form or otherwise include

all the limitations of an allowed genenc claim as provided by 37

CFR 1L.141"

809.02(c) Action Following Election

An examiner’s action subsequent to an election of
species should include a complete action on the merits
of all claims readable on the elected species.

(1) When the generic claims are rejected, all claims
not readable on the elected species should be treated
substantially as follows:

“Claims ——————— are held to be withdrawn from further
consideration uder 37 CFR 1.142(b) as not readable on the elect-

ed species.”

(2) When a generic claim is subsequently found to
be allowable, and not more than a reasonable number
of additional species are claimed, treatment should be
as follows:

When any claim directed to one of said additional
species embraced by an allowed generic claim is not in
the required from, all claims to that species should be
held to be withdrawn from further comsideration by
the examiner. The holding should be worded some-
what as follows:
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mwummmmwmmm
eace of claim [1] (o an invention bon-elected with traverse in Paper
so. {2]. APPLICANT I8 GIVEN THIRTY DAYS FROM THE
DATE OF THIS LETTER TO CANCEL THE NOTED
CLAIMS OR TAKE OTHER APPROPRIATE ACTION (37
CFR 1.144). Feilore 1o take sction during this period will be treat-
ed s authorization to cancel the noted clasims by Examiner's
fimendment and piss the case to issue. Extensions of time under 37

CFR 1.136(8) will not be permitted since this application will be
passed to issue.
The prosecution of this case is closed except for consideration of
the sbove matter.
Clmmsdnrectedtospecmnotembmedbyanal-
Iowed generic claim should be treated as follows:
“Clums-—————areforspecmmtembrwedhynﬂowed
" generic claims ———w—— gg requited by 37 CFR 1.141 and are
w:thdmwnfmmfuzthercmdenhonmthmule.”CFR

1.14200)."

809 02(d) ‘Ne Species Chims
Where only generic claims are presented no restric-
uonmnberequuedemeptmthosecmwhereme
/) generic. claims recite such a multiplicity of species
. that an unduly extemsive and burdensome search is
! necessary. See § 808.01(a). If after an action on only
generic claims with no restriction requirement, appli-
cgnt presents species claims to more than one species
of the invention he or she must at that time indicate
an election of a single species.

§09.02(c) Generic Claim Allowable in Substance

Whenever a generic claim is found to be allowable
in substance, even though it is objected to or rejected
on merely formal grounds, action om the species
claims shall thereupon be given as if the generic claim
were allowed.

The treatment of the case should be as indicated in

§§ 809.02 (b), (c), or (d).
809.03 Linking Claims

There are a number of situations which arise in
which an application has claims to two or more prop-
erly divisible inventions, so that a requirement to re-
strict the application to one would be proper, but pre-
sented in the same case are one or more claims (gen-
erally called “linking” claims) inseparable therefrom
and thus linking together the inventions otherwise di-
visible.

The most common types of linking claims which, if
allowed, act to prevent restriction between inventions
that can otherwise be shown to be divisible, are:

Genus claims linking species claims.

A claim to the necessary process of making a prod-
uct linking proper process and product claims.

A claim to “‘means” for practicing a process linking
proper apparatus and process claims.

Admtotheprodmm&mg
and & use: (process of using).: Whereliﬂkmgchm
emalmwrwludmgnrmmn requirement, oaly
' ; Testrict (the latter

mrmw
bemg eneouraged) wnlt ‘be effected, apecxfymg ‘which
clmmsmcom:de;pdtobelmhng NoteFormPan-

graph 8.12

812 Restricrion, Linking Cleims
Claizm [1) link(s) inventions [2] ead [3).
For traverse of rejection of linking claim in national
applications see § 818.03(d). _
80964 Retention of Claims to Non-Elected In-
veation

£

Where the reqmrement for restriction in a national
apphcauon is predicated upon the non-allowability of
generic or other type of linking claims, applicant is
entitled to retain in the case claims to the non-elected
invention or inventions.

‘fa imkmg clmm is allowed, the examiner must
thereafter examine species if the hnkmg claim is ge-
ueric thereto, or he or she must examine the claims to
the non-elected inventions that aré finked to ‘the elect-
ed invention by such allowed linking claim.

‘When a final requirement is contingent on the non-
allowsbility, of the linking claims, applicant msy peti-
tion from the requirement under 37 CFR 1.144 with-
out waiting for a final action on the merits of the link-
ing claims; or applicant may defér his petition until
the linking claims have been finally rejected, but not
later than appeal. 37 CFR 1.144, § 818.03(c).

810 Action on the Merits

In general, in a national application when a require-
ment to restrict is made, mo action on the merits is
given.

810.01 Not Objectiongble When Coupled With
Requirement

A basic policy of the present examining program is
that the second action on the merits should be made
final whenever proper, § 706.07(a). In those applica-
tions wherein a requirement for restriction or election
is accompanied by a complete action on the merits of
all the claims, such action will be considered to be an
action on the merits and the next action by the exam-
iner should be made final. When preparing a final
action in an application where applicant has traversed
the restriction requirement, see § 821.01.

Although an action on the merits is not necessary
to a requirement, it is not objectionable, Ex parte
Lantzke, 1910 C.D. 100, 156 O.G. 257.

However, except as noted in § 809 and § 812.01, if
an action is given on the merits, it must be given on all
claims.

810.02 Ususlly Deferred

The Office policy is to defer action on the merits
until after the requirement for restriction is complied
with, withdrawn or made final.

Ex parte Pickles, 1904 C.D. 126, 109 O.G. 1888
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$10.03

» Ex'pafte Snyder, 1904 C.D. 242, 1100.G. 263 ¢
- Ex parte Weston; 1911 C.D. 218,173 0.G: 285

810“03 ‘Given on Elected Invention wm Re-
 Fingl '

ment is repeated and made final, the examiner will at
the same time act on the claims to the invention elect-
ed.” Thus, action is ordinarily given on the elected in-
vention in the action making the requirement final.

811 . Time for Making Reguirement :

37 CFR 1.142(a), 2nd sentence: “If the distinctness
and independence of the invention be clear, such re-
quirement (i.e. election of the invention to be claimed
as required by lst sentencc) will be made before any
action upon ‘the ‘merits; ..owever, it may be made at
any time before final action ‘in the case, at the discre-
tlon of the examiner.” -

*“This- mieans, ‘'make a proper reqmrement as ‘early as
possible in the prosecution, in the first action if possi-

bie otherwxse as soon asa proper requlrement devel-_

-Since the. rule pmvndes that restnctxon is proper ‘at
any-stage of prosecution up to final -action, & second
requirement msy be made when it becomes proper,
even though there was a. prior requirement with
which applicant comphed Ex parte Benke, 1904 C.D.
63, 108 O.G. 1588. .

811.03 Repeating After Withdrawal—l’roper
Where a reqmrement to restrict is made and with-
drawn, because improper, when it becomes proper at
a later stage in the prosecution, restriction may agam
be required.

811.04 Proper Even Though Grouped Together
in Parent Case

Even though inventions are grouped together in a
requirement in a parent case, restriction there among
may be required in the divisional case if proper.

812 Who Should Make the Reguirement

The requiremernt should be made by an examiner
who would examine at least one of the inventions.

An examiner should not require restriction in an ap-
plication none of the claimed subject matter of which
is classifiable in his or her group. Such an application
should be transferred to a group to which at least
some of the subject matter belongs.

812.01 Telephone Restriction Practice

If an examiner determines that a requirement for re-
striction should be made in an application, the exam-
iner should formulate a draft of such restriction re-
quirement including an indication of those claims con-
sidered to be linking or generic. No search or rejec-
tion of the linking claims should be made. Thereupon,
the examiner should telephone the attorney of record
and request an oral election, with or without traverse
if desired, after the attorney has had time to consider

3.CRR 1. ;43"’1«: sentence states: “If the require-

. MANUAL OF PATENT! mumm WRE

range !'o: a second tele : : ak
time, generally within threeworkmg days. If the at-
torney objects to making an oral election, or fuils to
the ueual restriction letter will be mail, and

this letter should NOT contzin any reference (6 the
unsuccessful telephone call. See §§ 809 and WO&(:)

When an oral election is made, the examiner will
then proceed to incorporate into the Office action a
formal restriction reqmrement including the date of
the election, the attorney’s mame, and a complete
record of the telephone interview, followed by & com-
plete action on the elected claims including linking or
generic claims if present.

Form Paragraph 8.23 should be vsed to make a
telephone election of record.

823 Reguirement, When Elected by Telephone

During a telephone conversation with [1] or [2] a provisional
election wes made [3] traverse to prosecute the inventoa of {4],
claim [ﬂAfﬁxmmoncfthuelecnonmwbemadebyappMm
responding to this Office action. Claim [6] withdrawn from further
counsideration bythel-:nmmer. 37CFR 1. l42(b).asbemgdmwnto
a nion-elected invention. B 7

‘Exsminer Note: ’
1) In bracket 3. insert with, withous, whickever is applicable. )
2) In bracket 4, insert either the elected growp or species. - -
3). An action on the merits of the claims should follow..

If on examination the examiner finds the elected
claims to be allowable and no traverse was made, the
letter should be written ‘'on PTOL-37 (Examiner’s
Amendment) and should include cancellation of the
non-elected claims, a statement that the prosecution is
closed and that a notice of allowance will be sent in
due course. Correction of formal matters in the
above-poted situation which cannot be handled by a
telephone call and thus requires action by the appli-
cant should be handled under the Ex parte Quayle
practice, using PTOL-326.

Should the elected claims be found allowable in the
first action, and an oral traverse was noted, the exam-
iner should include in his or her action a statement
under § 821.01, making the restriction final and giving
applicant one month to either cancel the non-elected
claims or take other appropriate action (37 CFR
1.144). Failure to take action will be treated as an au-
thorization to cancel the non-elected claims by a ex-
aminer’s amendment and pass the case to issve. Pros-
ecution of this application is otherwise closed.

In either situation (traverse or no traverse), caution
should be exercised to determine if any of the allowed
claims are linking or generic before cancelling the
non-elected claims.

Where the respective inventions are located in dif-
feremt groups the requirement for restriction should
be made only after consultation with and approval by
all groups involved. If an oral election would cause
the application to be examined in another group, the
initiating group should transfer the application with a
signed memorandum of the restriction reqmrement
and a record of the interview. The receiving group
will incorporate the substance of this memorandom in
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. RESTRICTION: DOUBLE PATENTING - : ' 817

its oﬁ'icnal letter as indicated above. Differences:as to
mﬂmuonshouldbewmedbythemcchmnof
command, e.g. supervwory pnwy eummer or
group director.. ;o
f'l‘hwpractwenlumtedwmebymmmwho
have at least negotiation authority. Other examiners
must have the prior appmval of their supervisory pri-
mary examiner. .

814 Indicate Exactly How Application Is To Be
Restricted

A. Species. The mode of indicating how to require
restriction between species is set forth in § 809.02(a).

. As pointed out in Ex parte Ljungstrom, 1905 C.D.
541, 119 O.G. 2335, the particular limitations in the
claims and the reasons why such-limitations are con-
sidered to restrict the claims to a particular disclosed
species should be mentioned if necessary to make the
requirement clear.

"B. Inventions other than species. It is nmaw to
read all of the claims in order to determine what the
claims cover. When doing this, the claims directed to
each separate subject should be noted along with a
statement of the subject matter to which they are
drawn. :

. This is the best way to most clearly and precnsely
mdlcate to. applicant how the application should be
restricted. It consists in ldentlfymg each separate sub-
Ject amongst which restriction is required, and group-
ing each claim with its subject. _

The separate inventions should be 1dent1ﬁed by a
grouping of the claims with a short description of the
total extent of the invention claimed in each group,
specifying the type or relationship of each group as
by stating the group is drawn to a process, or to a
subcombination, or to a product, etc., and should indi-
cate the classification or separate status of each group,
as for example, by class and subclass. -

While every claim should be accounted for, the
omission to group a claim, or placing a claim in the
wrong group will not affect the propricty of a final
requirement where the reguirement is otherwise
proper and the correct disposition of the omitted or
erroneously grouped claim is clear.

C. Linking claims. The generic or other linking
claims should not be associated with any one of the
linked inventions since such claims must be examined
with any one of the linked inventions that may be
elected. This fact should be clearly stated.

815 Make Reguirement Complete

When making a requirement every effort should be
made to have the requirement complete. If some of
the claimed inventions are classifiable in another art
vait and the examiner has any doubt as to the proper
line among the same, the application should be re-
ferred to the examiner of the other art unit for infor-
mation on that point and such examiner should render
the necessary assistance.

816 ;_,Gha‘,m for Holding of y ,
or Distinctness ndependence

The particular reasons relied upon by the exeminer
for holding that the inventions as claimed are either
independent or distinct, should be concisely stated. A
mere statement of conclusion is inadequate. The rea-

- sons upon which the conclusion is based should be

given.

For example, relative to combination and & subcom-
bination thereof, the examiner should point out the
reasons why he or she considers the subcombination
to have utility by itself or in other combinations, and
why he or she considers that the combination as
claimed does not rely upon the subcombination as its
essential distinguishing part.

Each other relationship of claimed invention should
be similarly treated and the reasons for the conclu-
sions of distinctness of invention as claimed set forth.

The separate inventions should be 1dent1f ed by a
grouping of the claims ‘with a short. dmnptlon of the
total extent of the invention claimed in each group,
spequmg the type or. relatmnshlp of ‘each group. as
by stating the group. is drawn to & process, or to sub-
combination, or to product, etc., and should indicate
the classification or separate status of each group, as
for example, by class and subclass. See § 809.

Note Form Paragraph 8.13.

&3 Sepamteness and Distinctness (Heading)

The inventions are sepamte and distinct, esch from the other be-
cause of the followmg Teasons:

Insiructions:
Following are various relationships of inventions to show distinciness
and separateness. Form paragraphs 8 14 to 8 20.

817 Outline of Letter for Restriction Reguire-
ment between Distinet Inventions

The statement in §§ 809.02 through 809.02(d) is ade-
quate indication of the form of letter when election of
species is required.

No outline of a letter is given for other types of in-
dependent inventions since they rarely occur.

The following outline of a letter for a requirement
to restrict is intended to cover every type of original
restriction requirement between related inventions in-
cluding those having linking claims.

OUTLINE OF LETTER

A. Statement of the requirement to restrict and that it
is being made under 35 U.S.C. 121
Identify each group by Roman numeral
List claims in each group
Check accuracy of numbering

Lock for same claims in two groups
Look for omitted claims

Give short description of total extent of the subject
matter claimed in each group.
Point out critical claims of different scope
Identify whether combination, subcombination,
process, apparatus or product
Classify each group
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mmmpm&m AL shouidbe
~mventiom.

am Rmvkﬂon.ZGmnphgs e '
Rmieﬂouwmofmefoﬂomginvenmnmunder
IBUSC 2L
I.Chm[l],dnwnmlzl.clmdﬁedmaﬂ[.’o].mm -
L. Claim [$), drawn to [6), classified Cl-m-whnlsl-

809 Restriction, 3rd Groupings
m Chm[l].dnwnw[z] ehmﬁedmClnnm.uhchn[q.

&10 Resmcmn. ﬂln Gmupw ,
Iv. Clum[l],dnwnwlzl.chmﬁequas[ﬂ.ubdm[d].

&11 - Restriction, Additional Groupings
 {1] Claim {2}, drawn to (3}, classified in Class [4], subclass [5]

B Take into account clauns not grouped, mdlcatmg
their disposition. . ,
"Llnkmg claims - i
' lndlcate—(make no actlon)

Statement of groups to which hnl_ung clmms may be‘

mmed for examnatnon '

Pomt out facts' which show dlstmcm
Treat the inventions as “claimed, “don’t merely state
your conclusion’ that inventions in fact are
distinct
4)) Subcombmauon—(Subcombmatlon (disclosed)
_ asusable together)
Each usable alone or in other tdennﬁed combination
Demonstrate by examiner’s suggestion
(2) Combination—Subcombination
Combination as claimed does not reqmre subcom-
bination :
AND '
Subcombination usable alone or in other combina-
tion
Demonstrate by examiner’s suggestion
(3) Process—Apparatus
Process can be carried out by hand or by other ap-
paratus
Demonstrate by examiner’s suggestion
OR
Demonstrate apparatus can be used in other process
(rare).
(4) Process of making and/or Apparatus—Product
Demonstrate claimed product can be made by other
process (or apparatus)
By examiner’s suggestion
OR
Process of making (or apparatus) can produce other
product (rare)
D. Allegation of reasons for insisting upon restriction
Separate status in the art
Different classification
Same classification but recognition of divergent
subject matter
Divergent fields of search
Search required for one group not required for the
other

Include paragraph advising as to response reqmred.
V-Mmeﬁectofdlowmofhnkingchimn,f
Co amy present.
Indmeffectofcmcenmm ornon-nllowmoeof
evidence claims (see § 806.05(c)).
Form ngraph 8.21 must be used at the conclu-
sion of each restriction requirement.

821 Conclusion to All Restriction Rmmmn

En-hu Nate: -
THIS PARAGRAPH MUST BE ADDED AS A CONCLUSION
TO ALL RESTRICTION . REQUIREMENTS cmpbying any of

Jorm paregrapls 814t 820, ;
Bmwﬂmemvmmmmdmfortherwommvmabwe

and[]]rmuonforexammmonpmpmammdlcatednpmper

Exsminer Note:
Intlnbmckctumnbywnringmormaftheﬁ;llamngm
i) mmammummutheanasmmbytlmrw

ene clasiificaion.
Z)kanmuudamtemmmdnmmmofﬁdrm

mwmmer B
3 theaautbmimdﬁr(?mup[ ]nnotreqmmdfoerup[ ].

818 Election and Response

Electwn is the’ deslgnatlon of the particular one of
two or more discliosed mvenuons that ‘will be pros-
ecnted in the apphcatmn '

A response is the reply to each point raised by the
examiner’s action, and may mclude a traverse OF comi-
pliance.

A traverse of a requirement to restrict is a state-
ment of the reasons upon which the applicant relies
for his conclusion that the requirement is in error.

To ke complete, a response to & requirement which
merely ‘specifies the linking claims need only mclude a
proper election.

Where a rejection or objection is included with a
restriction reguirement, applicant, besides making a
proper election must also distinctly and specificelly
point out the supposed errors in the examiner’s rejec-
tion or objection. See 37 CFR 1.111.

818.01 Election Fixed by Action on Claims

Election becomes fixed when the claims in an appli-
cation have received an action on their merits by the
Office.

818.02 Election Other Than Express

Election may be made in other ways than expressly
in response to a requirement.

§18.02(a) By Originally Presented Claims

Where claims to another invention are properly
added and entered in the case before an action is
given, they are treated as original claims for purposes
of restriction only.

The claims originally presented and acted upon by
the Office on their merits determine the invention
elected by an applicant, and subsequently presented
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:elum 10 mw uwwuoa otliet ﬂm tlutacted upon

€ should be treated as providédin §821.03.
P s1s.020)

Gueﬁc Chim Only—No Elecﬁm of

Wherem]ygenencclaunsmﬁmtpmentedand
prosecuted in an application in ‘which no election of &
single ‘invention has been made, and apphcant later
presents . specm claims to more than one species of
the invention he or she must af that time indicate an
election of a single species. The practice of requiring
election of species in cases with only generic claims
of the unduly extensive and burdensome search type
is set forth in § 808.01(a). :

818, 02(c) By Opﬁonal Cancellation of C!auns

Where apphcant is claumng two or more inventions
(whlch may be species or various types of related in-
ventions) and as a result’ of acnon on the claims he or
she cancels the claims to one or more of such inven-
tions, leaving claims to one mvent!on, ‘and such claims
are acted upon by the exammer. the claxmed mventxon
thus acted uponlselected oL

818.03. Ex)tem mecﬁonand Tmetse

37 CFR 1.143. Reconsideration of regii 7616 the nppllc&nt dis-
agrees with the requirement for restriction, he may, request recon-
sideration and withdrawal or modification ‘of the ‘reguirernent,
-giving the reasons therefor (see § 1.111).. In requesting reconsider-
ation the applmt must indicate a provxswnal election of one in-
vention for prosecution, which invention shall be the one elected in
the event the requifement becomes final. The réquirement for re-

. striction will be reconsidered on such s request. If the requirement

is repeated and made final, the examiner will at the same time act
on the claims to the mvcnmn elected.

Election in response to a requxrement may be made
either with or without an accompanying traverse of
the requirement.

818.03(a) Response Must Be Complete

As shown by the first sentence of 37 CFR 1.143 the
traverse to a requirement must be complete as re-
quired by 37 CFR 1.111(b) which reads in part: “In
order to be entitled to reconsideration or further ex-
amination, the applicant or patent owner must make re-
quest therefor in writing. The reply by the applicant or
patent owner must distinctly and specifically point out
the supposed errors in the examiner’s action and must
respond to every ground of objection and rejection in
the prior Office action. . . . The applicant’s or patent
owner's reply must appear throughout to be a bona fide
attempt to advance the case to final action. . . .”

Under this rule, the applicant is required to specifi-
cally point out the reasons on which he or she bases
his or her conclusions that a requirement to restrict is
in error. A mere broad allegation that the requirement
is in error does not comply with the requirement of
§1.111. Thus the required provisional election (See
§ 818.03(b)) becomes an election without traverse.

816.03(b) Must Elect, Even When Requirement
s Traversed

As noted in the second sentence of 37 CFR 1.143, a
provisional election must be made even though the re-
guirement is traversed.

i m
W

Al reqmrements should include Fom ngnpls
8 22,

822 chwmncm. Ebcn‘au. Haz‘bd _ ~
Apphcautuadmmmmponxmtmm«inmwkm-
plmmusthcludcanclxwu of the- invention to be examined even
dlauzll the mqalnmau be traversed. ‘
. Exawlaer Nete:
This paragraph can be used in Office actions with or without en
action on the merits.
818.03(c) Must Traverse To Preserve Right of
Petition

37 CFR L 144 Petman ﬁum nqwmnent Jor restriction. Afer a
finsl requﬂement for restriction, the applwent, ir addition to
making any respotise due on the remmnder of the action, may peti-
uontheCommmonertomvwwthereqmremeut Petition may be
deferved until- afier final action on or allowance of clsims to the in-
vention elected, but must be: filed mot later then appesl. A petiticn
will not be, considered if reconsideration of the reqmrmem was not
requested (See § L 181)

818 03«!) Traveue of Nan-Allowance of Linhmg
- Clgims

A traverse of the non-allowance of the lmkmg
claims is not: & {raverse of the requirement to-vesirict;
it is a traverse of a holding of non-aliowance.

Electxon combined with a traverse of the mon-al-
lowarnce of the linking claims only is an agreement
w1th the position taken by the Office that restriction

is proper if the linking type claim is not allowable and
improper if they are allowable. If the Office allows
such a claim it is b'oundeto withdraw the requirement
and to act on all linked inventions. But once all linking
claims are canceled 37 CFR 1.14¢ would not apply,
since the record would be one of agreement as to the
propriety of restriction.

Where, however, there is a traverse on the ground
that there is some relationship (other than and in addi-
tion to the linking type claim) that also prevents re-
striction, the merits of the reguirement are contested and
not admitted. Assume a particular situation of process
and- product made where the claim held linking is a
claim to product limited by the process of making it.
The traverse may set forth particular reasons justify-
ing the conclusion that restriction is improper since
the process necessarily makes the product and that
there is no other present known process by which the
product can be made. If restriction is made final in
spite of such traverse, the right to petition is pre-
served even though all linking claims are canceled.

818.03(e) Applicant Must Make Own Election

Applicant must make his or her own election. The
examiner will not make the election for the applicant,
37 CFR 1.142, 37 CFR 1.143, second sentence.

819 Office Genersally Does Not Permit Shift

The general policy of the Office is not to permit
the applicant to shift to cleiming another invention
after an election is once made and action given on the
elected subject matter. When claims are presented
which the examiner holds are drawn to an invention

800-19



a0

otherthmdecﬁedMshouldtreattheclmnout-‘

lined in § 821.03.
Where the inventions are distinct and of mch
nsture that the Office compels restriction, sm election
is not weived even though the exeminer ‘gives action
upon the patentability of the claims to the non-elected
mventron. Ex parte Loewenbach, 1904 C.D. 170, 110
OG 857; and In re Waugh, 1943 C.D. 411 553 0.G.
(CCPA)

8‘19.01 Ofﬁee May ngve Electian ndPermit

While applicant, as a matter of right, may not shift
from claiming one invention to claiming another, the
Office is not precluded from permlttmg & shift. It may
do.so where the shift results in no additionsl work or
expense, and pamcularly where the shift reduces
work as by si g the issues: Ex parte Heritage
Pat. No. 2,375,414 decided January 26, 1944. If the
examiner has accepted a shift from claiming one in-
vention to claiming another, the case'is mot:aban-
doned: Meden v. Curtm, 1905 C.D. 272,:117: 0.G.
1795, .. . A
826 Not an Mou, Permissﬂ:le Shft

Where ‘the ‘Office” rejects on _the ‘ground that the
process is obvious, ‘the only  invention being in the
product made, presenting claims t6 the product is not
a shxt‘t Ex parte Trevette, 1901 CD 170, 97 OG
1173, <

Product elected—no sluft where examminer holds in-
vention to be'in process: Ex parte Gner 1923 C.D.
217, 309 0.G. 223.

Genus allowed, applicant’ may prosecute a reason-
able number of additional species thereunder, in ac-
cordance with 37 CFR 1.141, this not constituting a
shift: Ex parte Sharp et al., Patent No. 2,232,739.

82001 Old Combination Claimed—Not an Elec-
tion

Where an applwatlon ongmally presents claims to a
combination (AB), the examiner holding the novelty
if any, to reside in the subcombination (B) per se only
(see § 806.05(b)), and these claims are rejected on the
ground of “old combination,” subseguently presented
claims to subcombination (B) of the originally claimed
combination should not be rejected om the ground of
previous election of the combination, nor should this
rejection be applied to such combination claims if
they are reasserted. Ex parte Donnell, 1923 C.D. 54.
Final rejection of the reasserted “old combination”
claims is the action that should be taken. The combi-
nation and subcombination as defined by the claims
under this special situation are not for distinct inven-
tions. (See § 806.05(c).) See also § 706.03().
820.02 Interference Issues—Not am Election

Where an interference is instituted prior to an appli-
cant’s election, the subject matter of the interference
issues is not elected. An applicant may, after the ter-
mination of the interference, elect any omne of the in-
ventions that he claimed.

MANUAL OF: r&m W MDURE

821 ’twc of Claims Held n be Drm m ,
Nes-Eleeted Inventicas ;
- Claims 'hield to be drawn to aonuelected inventions,
mcludmgclumatonon-electedspecres,mtrentedu
indicated in §§ 821.01 through 821.03. However, for
treatmmtofelmmsbeldtobednwntospecmnon»
elected without traverse in apmcatrons not ready for
issue (where such holding is not ehallenged), see

§§ 809.02(c) through 809.02(e). L
The pmpnety of e requlrement to restnct, if tra-

versed, is reviewable by petition under 37 CFR 1.144,

In re Hengehold, 169 USPQ 473. v

All claims that the examiner holds are not directed
to the elected subject matter should be withdrawn
from ﬁlrther consideration by the exsminer as set
forth in § 809.02(c) and §§ 821.01 through 821.03. As
to one or more of such claims the applicant may tra-
verse the examiner’s holding that they aré not direct-
ed to the elected subject ‘matter. The propriety of this

1holdmg, if traversed, is appealable. Thus, if the exam-
iner sdheres to his or her position after such traverse,

ke or she should reject the claims to which the tra-
verseappheeonthegroundthattbeyarenotdrrected
to the elected subject matter. = .. . .

821.01 After Election With Traverse

Where the initial requirement is traversed, it should
be reconsidéred. If, upon reconsideration, the examin-

er is still of the opinion that restriction is proper, it 4

should be repeated and make final the requirement in {
the next Office action. (See § 803.01.) In doing so, the N
examiner should reply to the reasons or argument ad-
vaniced by applicant in the traverse. Form Paragraph
£.25 should be used to make a restriction requirement
final.

825 Anrswer to Argumem.r Witk Traverse

Applicant’s election with traverse of [1] in Paper No. [2] is ac-
knowledged. Applicant’s argument is not deemed persuasive be-
cause [3].

The reguirement is still deemed to be proper and is therefore
made FINAL.

If the examiner, upon reconsideration, is of the
opinion that the requirement for restriction is improp-
er he or she should state in the next Office action that
the requirement for restriction is withdrawn and give
an action on all the claims.

If the requirement is repeated and made final, in
that and in each subsequent action, the claims to the
nonelected invention should be treated by using Form
Paragraph 8.0S.

805 Claims Stand Withdrawn With Traverse

Claim [1] withdrawn from fusther consideration by the examiner,
37 CFR 1.142(b), as being drawn to a non-elected [2], the require-
ment having been traversed in Paper No. [3].

Ezsmizer Note:

In bracket 2, insert invention or species. 4

This will show that applicant has retsined the right
to petition from the requirement under 37 CFR 1.144.
(See § 818.03(c).)
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Whentheememothemueradyfosme,andhn
A not received a final action, the examiner should treat
thembyumng?oml’mgnphsm See
§809.02(c).
Wbeaprepmngaﬁnalacuonmanapplmtxon
where there has been a traversal of a requirement for
restriction, the examiner should indicate in the Office
wuonthatacompleteresponsemwmclndecancelh
tion of the claims drawn to the non-elected invention,

or other appropriate actxon (37 CFR 1.144). See Form;

Paragraph 8.24.

824 Response to Final Must Include Cancellan'on

Thuupplmﬂoncon&mchim[l]duwnmmmvenumnoﬁ
elected with traverse in Paper No. [2). A complete response to the
final rejecuea ‘must include cancellation of noa-elected ‘claims or
other apptopnate ncuon 37 CFR I 144) MPEP §21.01. D

Examiser Note:

For use in FINAL rejecuom of ;pplwam oonmnmg clum(s)
non-elected wnh traverse.

Whaearesponsetoaﬁnalacuonhasotherw!se
placed the application in condition: for allowance, the
failure to cancel claims drawn to the: non-elected in-
vention or to - take" appropnatc ‘action ' will "be’ con-
; “cdnicel’ thwe, clalms by ex-

the expiration of the penod for respome.

Note that the petition under 37 CFR 1. 144 must be:

‘ filed “not later than appeal”. This is construed to
| mean appeal to the Board of Appeals. If the case is
|V ready for allowance after appeal and no petition has
beeri filed, the exaniiner should simply cancel the non-
elected claims by examiner's amendment, calling at-
tention to thc provisions of 37 CFR 1.144. :

82102 After Election Without Traverse

Where the initial requirement is not traversed, if ad-
hered to, sppropriate action should be given on the
elected claims and the claims to the nonélected inven-
tion should be treated by using Form Paragraph 8.06.

8.06 Claims Stand Withdrawn Without Traverse

Claim [1} withdrawn from further consideration by the examiner,l

37 CFR 1.142(b) as being drawn to a noaelected [2]. Election wes
made without traverse in Paper No. [3].

Exeminer Note:

In bracket 2, inserz invention or species.

This will show that applicant has nor retained the
right to petition from the requirement under 37 CFR
1.144.

Under these circumstances, when the case is other-
wise ready for issue, the claims to the nonelected in-
vention, including nonelected species, may be can-
celed by an examiner’s amendment, and the case
passed for issue. The examiner’s amendment should
include Form Paragraph 8.07.

807 Ready for Allowance Without Traverse

This application is in condition for allowance escept for the pres-
ence of claim {i} to (2] nonelected without traverse. Accordingly,
claim [3] been caacelled,

T8 ._cmomnm;m ummm

ln&mclmi’ Md&trumwm

821.03 - Claims for D!ﬂerent Inventlm Added
After un Office Action
Clumsaddedbyamcndmentfouowmgmby

the . examiner, . §§ 818.01, 818.02(a), to an invesntion

other than previously claimed, should be treated as in-
dicated by 37 CFR 1.145.

- 37 CFR 1.145. Subseguent presentation of claims for different inven-
vion. Bf, sfter an Office action on an spplication, the applicent pre-
sents claims directed to aa Imvention distinct from and independent
of the invention previously claimed, the applicent will be vequired
to restrict the claims to the imvention previously claimed if the
nmdmentmmwred.aﬂ’mmmxd«monmdmmwu

provided in §§ 1.143 and 1. 144
The action should include Form Paragmph 8.04.

&04 ElecnonbyOrmmlemmou
Newly submitted clgim {1} directéd to an invention that is inde-
peudentorduﬂnctﬁm!hemvmnoumgmdjychmedfmthe

following ressons: [2
Suwe:ppbunthsreeavedmacmonthememsforthemgl
m!lyptaentedmveum.tlnsmvenuonhasbeenconmmvdy

elected by origina! presestation for prosecution on thé mesits. Ac-
cordingly, claim [3] withdraan from consideration a2 being divect-
g(zllt&anon-electedmvemmSeeﬂ CFR ll42(b)mdMPEP

Of course, a complete action on all claims to the
elected invention should be ; glven ' :

Note that the above practice is mtended to have no
eﬂ‘ectonthepmcucestatedm§110101 '

An’' amendment amcelmg all claims drawn to the
elected invention and presentmg only claims drawn to
the non-elected invention should not be entered. Such
an amendment is non-responsive. Applncant should be
notified by using Form Paragraph 8.26.

&24 Camlld Elected Cbm.: Nom-Responsive

‘The amendment filed oa [1] cancelling all claims drawn to the
elected invention and presenting caly claims drawn to 2 aon-elect-
ed imvention is non-respomgive, (MPFEP 821.03). The remsining
claims are not rezadable on the elected invention because [2]. Appli-
cant is given & one month time limit or until the expiration of the
response period set in the last Office action, whichever is longer, to
complete the response. No extension of this time limit will be grant-
ed under either 37 CFR 1.136 (8).or (b) but the period for response
set in the last Office action may be extended up to & maximum of 6

months.

822 Claims to Invmﬁons ‘l‘hnt Are Not Distinct
in Plural Appliuuons of Same Imventive
Entity

The treatment of plural applications of the same in-
ventive entify, none of which has become a patent, is
treated in 37 CFR 1.78(b) as follows:

(b) Where two or more applications filed by the same applicant
contain conflicting claims, elimination of such claims from all but
one application may be required in the absence of good and suffi-
cient reason for their retention during pendency in more than one
application.

See § 304 for conflicting subject matter in two ap-
plications, same inventive entity, one assigned.

See §5305 and 804.03 for conflicting subject
matter, different inventors, common ownership.
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other in the same application. -
+..See.§§ 706.03(w) and. 706.07(b) for res. Judncata.
~ See §& 709.01 for one a im mterferqncc
See §§80604(h) to 806040) for spec:es and genus
- m “sepérate ipplicmons

- Whetéver: appropmte, such’ conﬂncung applicatnons
should be joinied. This is particularly true, wheré the
two or more applications are due to, and consofisnt
with, - a- requirement to restrict which the exammer
now considers to be improper.

- Form Paragraph 8.29 should be used when the con-
ﬂlctmg claims are identical or conceded by applicant
to be not pateatably distinct.

829 Confliciing Claims, Copending Applﬂmiou

Claim [1] of this application conflict with claim [2] of application
Serigl Number {3). 37 CFR 1.78(b) provides that where two or
more applications filed by the same applicant contain conﬂlctmg
clairms, elimination of such claims from all but one epplication may
bereqmmdmtheabmeofgoodandmﬁaencmwnfordmr
retention during pendency in more than one .- Applicant
is required to either cancel the conﬂlctmgchmsﬁ'omallbutone
applnunonormmm:cleqzhneofdemnmnbetweentheup-
phcamns.SeeMPEPszz B

- Exsaminee Notes - : !

" This pavagraph is appmpnate wlnen the wnﬂrctmg dmms are uie:m-
cal or mceded by apphcant to be no!patentably d:.mnct.

§22.01 Lo-pendmg Before the Exminer _

Under 37 CFR }. 78(b) the pracuce rela.twe to over-
lappmg claims in applications .cope: - before the
examiner (and not the result of and oonsonant with a
requirement to wstnct, for whxch see § 80401), is as
follows:

Where claims in one appllcatlon are unpatentable
over claims of another apphcatton of the same inven-
tive entity because they recite the same invention, a
complete examination should be made of the claims of
one application. The claims of the other application
may be rejected on the claims of the one examined,
whether the claims of the one examined are allowed or
not.

In aggravated situations no other rejection need be
entered on the claims held unpateatable over the
claims of the other application. However, any addi-
tional claims in the one application that are not reject-
ed on the claims of the other should be fully treated.

823 Unity of Invention Under the Patent Coop-
“eration Treaty
See § 802 for text of PCT Article 17 and PCT Rule
13.

37 CFR 1.481. Determination of unity of invention before the Interna-
tional Searching Authority.

(a) Before establishing the international search report, the Inter-
national Searching Authority shall determine whether the interna-
tional application complies with the requirement of uaity of inven-
tion as set forth in PCT Rule 13 and as set forth in §§ 1.141 and
1.146 except as modified below in this section.

(b) If the International Searching Authority considers that the in-
ternational application does not comply with the reguirement of
unity of invention, it shall inform the applicant accordingly and
invite the payment of additional fees (note § 1.445 and PCT Art.
17(3Xa) and PCT Rule 40). The applicant will be given & time

" See 5&70603&) for rejecnon ofone claun on an--

MANUAL OF mrmm Al

mmlheclumsmmmtomypmrnn.ormmg
the prior ari into_consideration, as where @ document. discovered
dnmgzhe:ca‘rchshowsthemveamnchmedm:mmhnb
ing claim lacks novelty. ot is clearly obvious, leaving two or. more
clainns ‘joimed ‘thereby ‘without & ‘commion inventive concept. In
such & case the International Searching Authority may faise the ob-
jection of lack of umty of i mveauon

37 CFR 1.482. Protest to Iack of umty of invention.

(a)lfthe nppllcantdlugreeswnhtheholdmg of lack of unity of
invention by the International Searching. Authority, additional fees
maybepndunderpmmt, accompanied by a request for refund
and 2 statement setting forth ressons for disagreement or why the
teqmedaddmonalfeamcomadcredemve,mboth(PCT
Rule 40.2)).

(b)l‘mtzstunderpmgnph(c)ofthmsecuonwﬂlbemmmed
by the' ‘or the Commissioner's designee. In the event
ﬂm&:qphmt’sprmndemmedtobeitmﬁed,tbeaddb
tiomsl fees of & portion thereof will be refunded. . :

(c)AnapplmntwlmdwesthatacopyJ,theprothke
decmﬂm:eonaommythemtema' search report when
forwdedtothel)esxgmted()ﬁicw,may_ ify the International
SardnngAuthontytothteﬂ‘ectanytxmepndttotheusmceof
the international séarch report. Thereafier,” suchnonﬁcmonshould
hednnctedwthelntematiomanruu(PCI‘Rulew.z(c))

Guml-:um-'s FOR C!!ECKING UNITY OF IN’VENTION '
UNDER THE PCT _ '

The international apphcaﬂon shall relate to cne in-
veation only or.to a group. of inventions so linked as
to form a single general inventive concept (PCT Rule
13.1). If the International Searching Authority consid-
ers that the international application does not comply
with the requirement of unmity -of invention, it must
search, and draw up the international search report
for, those parts of the international spplication which
relste to the invention (or group of inventions form-
ing unity) first mentioned in the claims and those
parts of the international application which relate to
inventions for which additional fees have been paid
(PCT: Article 17(3)(a)).

The International Searchmg Authority will inform
the applicant of the lack of unity of invention by a
communication, proceeding the issue of the interna-
tional search report, which will contain an invitation
to pay additional fees. This invitation must specify the
reasons for which the international application is not
considered as complying with the requirement of
unity of invention, identify the separate inventions
and indicate the amount to be paid (PCT Rule 40.1).
The invention(s) or group(s) of inventions, other than
the one first mentioned in the claims, will be searched
only if the applicant pays the additional fees. Since
these payments must take place within a period to be
set by the International Searching Authority (PCT
Article 17(3)Xa), Rule 40.3) and within the time limit
for the international search report set by PCT Rule
42, the International Searching Authority should en-
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' RESTRICTION; uounwmmm ' 813

,delvor to ensure that.mtemmoml searchec be made

8s early &8 possible.

The spplicant may protest the allegation of lack of
unity of invention or that the amount of the additional
feeisexceutvemdreqmtarefundoﬁheldditiond
fee(s) paid. If the International Authority
finds the protest justified, the fee(s) will be refunded
(PCT Rule 40.2(c)).

From the proceeding paragraph it is clear thst the
decision with respect to unity of invention rests with
the International Searching Authority. In perticular,
the International Searching Authority should not raise
objection of lack of unity of invention merely because
the inventions claimed are classified in separate classi-
fication units or merely for the purpose of restricting
the international search to certsin clascification units.

The basis criterion for unity of invention is the
presence of a single general inventive concept. Conse-
quently, the mere fact that an international application
contains several independent claims of the same cate-
gory or claims of different categories related under
PCT Rules 13.2 and 13.3 is in itself no reason for ob-
jection on the grounds of lack of unity of invention.

PCT Rule 13.2 particularly specifies certain combi-
nations of differeat categories of claims that should
not be objected to on the grounds of lack of umity of
invention.

Lack of unity of invention may also exist within a
single claim. Where the claim contains distinct fea-
tures which are not linked by a single general inven-
tive concept, the objection as to lack of unity of in-
vention should be raised.

Objection of lack of unity of inveation does not
normally arise because a claim contains a number of
individual elements in combination even if these are
unrelated.

Lack of unity of invention may be directly evident
“a priori,” i.e., before conmsidering the claims in rela-
tion to any prior art, or may only become apparent “a
posteriori” i.e., after taking the prior art into consider-
ation, e.g., a document discovered in the international

‘ aearchahowsthattlmreuhckofnoveuymamdn

claim, leaving two or more dependent claime without
a single general inventive concept.

Whether the lack of unity of inveantion may be di-
rectly evident “a priori” or becomes appereat “a poe-
teriori,” the search examiner, when he or she finds
that & situstion of iack of weity of invention exists,
shall (except in the situation reisrred to in the last
paragreph) immediately inform the appiieat of his or
her finding and ‘mvite the applicant to pe; edditional
search fees. The search examiner shall then vearch or
continue to seazch the invention first mentioned in the
claims (“mein invention"). The internatiorsl search
for edditionel inventions will then have & be com-
pleted only if and when the additionsl feer 2% aid.

Ressons of economy may make it advisable for the
search examiner, while making the search for the
main invention, to vearch at the same time, despite the
non-payment of ad:litional fees, the additionsl inven-
tions in the claseifi wtion units consulted for the main
invention if this takss little or no edditional search
effort. The internaticonal search for such additional in-
ventions will then luve to be completed im any fur-
ther classificetion units which may be relevant, when
the additional search fees have been peid. This situs-
tion may occur when the lack of unity of invention is
found either “s priori” or “a posteriori.”

Occasionally in cases of lack of unity of inveations,
especially in an “a posteriori” situation, the sesrch ex-
aminer will be able to make a complete international
search for both or all inventions with negligible addi-
tional work, in particular, when the inventions are
conceptually very close and none of them requires
search in separate classification units. In those cases,
the search examiner may decide to complete the inter-
national search for the additional invention(s) together
with that for the invention first mentioned. All resulis
should then be included in the international search
report and no objection of lack of unity of invention
should be raised.
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