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f2.
i3.
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FUNCTIONS
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' nutkremumushullbekeptiﬁd

The Patent and; Trademark Office shall contine 56 .

an office in .the - Department..of: Commerce,; where

records, books, drawings, specifications, and other
pepers and’ thing permninkw t§ and o trade- -

prederved exeept
umwwidedbyuw i

(uly 19, 1952, ch. 950, 66 Stat. 792; Jan. 2, 1975
Pub. L. 93-596.51 1] Sut 1949) |

§2 Sesl ;

The Patent and Trademark Office shall have a seal
with which letters patent, certificates of trade-mark
registrations, and’ papers usued from the Omce shall '
be authenticated. -

Guly 19, 1952, ch. 950, 66 Stat. 752; Jan. 2, 1975,
Pub. L. 93-59, § 1, 88 Stat. 1949)

§ 3. Officers and employees 4 ;.
(a) There shall be in . the Patent and Trademark
Office a Commissioner of Patents and Trademarks, a .
Deputy Commissioner, two ‘Assistant Commissioners, *
and’ examifiers-in-chief appointed’ under: section ‘7 of _
this titlé: The ‘Deptty Conimissioner;’ m'?the event -

er semor ‘in daté of appomtmeut stigll ﬁl! the' office’ of =
iotier ‘dufing 2’ Vdicanéy ‘i that ‘office: until

- Cofiimissioner is’ appointed ‘anid takes office: The
Conimissioner of Paténts and Trademarks, thie Deputy -
Commmoner, and: the 'Assistant Commissioners shall
be appmnted ‘by'the Presidént; by and with the advice -
and ‘consernit of" the - Senate. ‘The Secretary of Com- "
mefce, upon - the nomination of the' Commissioner, in
accordance wnh law shall appomt all ‘other ofﬁcxrs'
and employees

(b) The' Secretary of Commerce may vest in hlmself
the fiinctions ‘of the Patent and ‘Trademark Office ‘and’
its ‘officers and ‘employees specified in this title and
may from time to time authorize thelr performance by
any other officer or employee:

(c) The Secretary of Coinmerce is authorized to fix
the per annum rate of basic compensation of each ex-
aminer-in-chief in the Patent and Trademark Office at
not in excess of the maximum schieduled rate provided
for positions in grade 17 of the General Schedule of ’
the Classnﬁcauon Act of 1949, as amended '

(July 19, 1952, ch. 950 66. Stat 792 Sept. 6 1958
Pub. L. 85-933, § 1, 72 Stat. 1793; Sept. 23, 1959, Pub.
L. 86-370, § 1(a), 73 Stat. 650; Aug. 14, 1964, Pub. L. .
88-426, § 305(26), 78 Stat. 425; Jan. 2, 1975, Pub. L.
93-596, § 1, 88 Stat. 1949; Jan. 2, 1975, Pub. L. 93-
601, § 1, 88 Stat. 1956; Aug. 27, 1982, Pub. L. 97-247,
§ 4, 96 Stat. 319.)

(d) The Commissioner of Patents and Trademarks
shall be an Assistant Secretary of Commerce and shall
receive compensation at the rate prescribed by law
for Assistant Secretaries of Commerce. (Added Oct.
25, 1982, Pub. L. 97-366, § 4, 96 Stat. 1760.)

(e) The members of the Trademark Trial and
Appeal Board of the Patent and Trademark Office

Rev. 1, Oct. 1985
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mum rate of besic pey paysble for 16 ¢
eral mmmmmmas

(Added May'8;

Officers and employees of me"pum ond Trsde- |

mark Office shall be i . Quring the period of

theirappomtmentsmdtn('one' rear thereafier, of ap- .

plymgforaputentmdoquniring.direcﬂyorhdi-

rectly, except by inheritance or bequest, any patest or -

any . gight or interest im any patent; issued or to be

issued by, the Office. In patents spplied for theseafler
theyahannotbeenmledtomypmmydueaﬂzr

than one year after the termination of their appoint-
ment.

(July 19, 1952, ch. 950, 66 Stat. 793; Jan. 2, 1975,

Pub. L. 93-596, § 1, 88 Stat. 1949)

[§5 "Repu!ed, Pub, L. 92-310, tit!e II r§2ﬂ(a). ¢

6,1972,86 Stat. 203] -

{0) Thei

Segretary:; of Commewe, Ml snpcnnteud or petbrm
-l duties. required: by. law. respecting; the smmsmd

 issuing ‘of . patents end. the :

shall. have the authonty&oun'yon smdm,prognmg
or exchanges of items or services regarding domestic -
andttadamarkhw orthe ad- -
ministration of the. Patent and, Trademark. Office.and
shall have charge of propesty belonging to the Patent -
and . Trademark Office. He may, subject. to the ap- .
proval of the Secretary of Commezce, establish regu-. .
lations, not inconsistent with law, for the conduct of

and: international .patent

proceedings in the Patent and Trademark Office.

(b) . The. Commissioner, under the. direction. ofthe":
Secretary..of Commerce, may, in coordmatwn with
theDepartmcntofSteu,mtryonprogmmsmduud p

ies cooperatively with foreign patent offices and inter-

national intergovernmental organizations, or may au-.

thorize such. programmdsmdwstobecamedon,m
connection with the performance of duties stated in
subsectmn(a)ofthusecﬂon.

{c). The Commissioner, under the dlrecuon of the

Secretary of Commerce, may, with the concurrence

of the Secretary of State, transfer funds appropriated
to the Patent and Trademark Office, not to exceed
$100,000 in any year, to the Department of State for
thcpurpouofmakmgspecmlpaymemstomtema

tional intergovernmental organizations for studies and

programs for advancing international cooperation
concerning patents, trademarks, and related matters.
These special payments may be in addition to any
other payments or contributions to the international
organization and shall not be subject to any limita-
tions imposed.by law on the amounts of such other
payments or contributions by the Government of the
United States.

(July 19, 1952, ch. 950, 66 Stat. 793; Oct. 5, 1971,
Pub. L. 92-132, 85 Siat. 364; Jan. 2, 1975, Pub. L. 93-

Rev. 1, Oct. 1985

7,1 b. L.'97-247, §

’ mm 32*1) R T BCOPAR S S A B
5 7 Bourd of Patent Appeals and Interferences

(2) The examiners-in-chief shall be persons of com-
petent legal knowledge and scientific ability, who
shall be appointed to the competitive service. The
Comaumom , the Deputy Commissioner, the Assiet-.

t Commissioners, and the examiners-in-chief shall
comtrtute the Board of Patent Appeals and Interfer-
ences.

(b) The Board of Patent Appeals and Interferences
shall, on written appeal of the applicant, review ad-
verse decisions of examiners upom applications for
patents and shall determine priority and patentability
of inventioa -in- interferences: declared - under gection
135(a) of this title. Each appeal and interference shall
be heard by at least three members of the Board of
Patent Appeals and Interferences, who shall be desig-'
natedbytheCommlssmner OnlytheBo@rd O ‘Pa

rehearings.
(c)Wheneverthe inmissiode

sary, in order to keep current the work
of Patent Appesls and. Inwrferences,“ h
er-may. designste any: patent: exeminer ofthe primary
examiner grade or higher, having the requisite ability,
to serve as examiner-in-chief for periods not exceed-
ing six months each. An examiner so designated shall
be qualified to sct ‘as a member of the Board of Patent

41 mwww 14, ms,ém e

Appeals and Interferences. Not more than one of the {
members of the Board of Patent Appeals and Interfer- °

ences hearing an appeal 6 i@ an” interfer-
ence may be an examiner d.. The. Secre-
taryofCommetcemauthonzedtoﬁxthepayofeach
designated examiner-in-chief in the Patent and Trade-
mark Office at not to exceed the maximum rate of
basic pay payable for grade 16 of the General Sched-
ule under section 5332 of title 5. The rate of basic pay
of each ‘individual designated ‘examiner-in-chief’ shall
be adjusted, at the close of the period for which that.
individual wes designated to act as examiner-in-chief,

to the rate of basic pay which that individual would
have been receiving at the:close of such penod 1f
such designation had not been made.

(July 19, 1952, ch. 950, 66 Stat 793; Sept. 6, 1958,
Pub. L. 85-933, § 2, 72 Stat: 1793; Sept. 23, 1959, Pub.
L. 86-370, § 1(b), 73 Stat. 650; Jan. 2, 1975, Pub. L. .
93-596, § 1, 88 Stat. 1949; Jan. 2, 1975, Pub. L. 93-
601, § 2, 88 Stat. 1956; Feb. 8, 1985, Pub. L. 98-622,

§ 201(a).)
§8 Library

The Commissioner shall maintain a library of scien-
tific and other works and periodicals, both foreign
and domestic, in the Patent and Trademark Office to
aid the officers in the discharge of their duties.

Guly 19, 1952, ch. 950, 66 Stat 793; Jan. 2, 1975, '
Pub. L. 93-596, § 1, 88 Stat. 1949.)
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pose ofdetennunng with mdmm and accuracy the.

novelty of mvennons for whnch _applications for
patent are filed.
(July 19, 1952, ch. 950 66 Stat. 794)

§10 Certified eo,lu of records
The Comrmmoner may furnish certified coples of

speclﬁcations aiid drawings of patents issued by the
Patent 'and’ Trademark Office, and of other records

avmlable e:ther to the pubhc or to the person apply-

Pub. L. 93-59%, §1 88 sm 1949)
§ ll Publicatiosis

(a) The' Comxmwoner may prmt or cause to be_

specifications and drawings,

2 :ﬁ;together with' coples ‘of ‘the ‘same. The Patent and

Trademark Office may print the headmgs of the

7 drawings. for patents for the purpoae of photoh-

thography

mg' ‘statentents and drawmgs, tbgether thh
:.copies.of the same.

+ Patent ‘and Trademark Office. .
-4, Annual; indexes :of patents and patentees, and
“‘of trade-marks and registrants.

-+ S.+Annual- volumes of decnsnons m patent and

- trade-mark ‘cases. < -

N3 Pamphlet copies of the patent laws and rules
- of ‘practice, laws and rules relating to trade-

marks, and circulars or 'other publications relating
- to the business of the Office.

(b) The Commissioner may exchange any of the
publications specified in items 3, 4, S, and 6 of subsec-
tion (a) of this section for publications desirable for
the use of the Patent and Trademark Office.

Quly 19, 1952, ch. 950, 66 Stat. 794; Jan. 2, 1975,
Pub. L: 93-596, § 1, 88 Stat. 1949.)

§12 Exchange of copies of patents with foreign
countries

The Commissioner may exchange copies of specifi-
cations and drawings of United States patents for
those of foreign countries.

(July 19, 1952, ch. 950, 66 Stat. 794.)

§ 13 Copies of patents for public libraries
The Commissioner may supply printed copies of
specifications and drawings of patents to public librar-
ies in the United States which shall maintain such
opies for the use of the public, at the rate for each
ear’s issue established for this purpose in section
41(d) of this title.

_jatlons, mclud-;,

=30+ The Official - Gazette of: the Umted Statec‘

L—~$

eermthemrkofthe()fﬁu,mdotherinformm:
re&&gmtheOfﬁoeumuybethotheCm
gress or the public.

(July 19, 1952, ch. 930, 66 Stat. 794.)

CHAPTER I—PROCEEDINGS IN THE PATENT
AND TRADEMARK OFFICE

21. Filing date and day for taking action.
22. Primting of papers filed.
23. Testimony in Petent and Tredemark Office cases.

24. Subpoenss, witnesses.
25. Declaration in lieu of cath.
26. Effect of defective exccution.

§21 Filing date and day for taking action
“(a) The Commissioner may by’ rule prescribe that

any paper or fee required to be filed in the Patent and '
Trademark Office

‘will be considered filed in the

Office on the date on which it was deposited with ‘the
United States Postal Service or would have been de-
posited with the United’ States Postal -Service but for-
postal service mterruptlons or emergencxm desxgnated E
by the Commissioner. '

'(b) When the day, or the last day," for taking any
action or paying any fee in the United States Patent
and Trademark Office falls on Saturday, Sunday; or'a
Federal holiday ‘within' the District of Columbis; the
action may be taken, or the: fee pand ‘on the next suc-
ceeding secular or business day.

Quly 19, 1952, ch. 950, 66 Stat. 794; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949; Aug. 27, 1982, Pub.
L. 97-247, § 12, 96 Stat. 321.)

§ 22 Printing of papers ﬁled

The Commissioner may require papers filed in the
Patent and Trademark Office to be printed or type-
written.

(July 19, 1952, ch. 950, 66 Stat. 794; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§23 Testimony in Patent and Trademark Office
cases

The Commissioner may establish rules for taking af-
fidavits and depositions required in cases in the Patent
and Trademark Office. Any officer authorized by law
to take depositions to be used in the couris of the
United States, or of the State where he resides, may
take such affidavits and depositions.

(July 19, 1952, ch. 950, 66 Stat. 794; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§ 24 Subpoenas, witnesses
The clerk of any United States court for the district

wherein testimony is to be taken for use in any con-
tested case in the Patent and Trademark Office, shall,

Rev. 1, Oct 1985



en officer in such mw:mbmm galie depbdi-

tions and affidavits, st the time and place stated in the

n:hpoenn,’l‘hep:pvmomoftheFederﬂRuluof
Civil Proceduse,.relsting to the. attendance: of wit.
nesses and 1o the. tion
shallapplytocontestedcasesinthel’umtmd
Trademark Office, .- .. ..

Every wntness subpoenaed and m attendance slull
be aflowéd' the fees arid traveling expenses’ “sliowed to
witnesses attending the United States district courts.

A judge of a court whose clerk issued a subpoena
may enforce obedience to the process or punish dis-
obedience as in other like cases, on proof that & wit-
ness, served with such subpoens, neglected or refused

to appear or to testify. No witness shall be deemed

guilty of contempt for disobeying such “subpoena
unless his fees and traveling expeénses in going to, and
retnrnmgﬁ'om, and-one day’s'attendance at ‘the plice

gff ion, are, pand or. tendgxed him - at. the tlme
of the court w

<(Fuly 19,1
Peb. L. 93—596, §1; 88 Stat.: 1949.)

§ 28 ‘Declaration in lieu of oath

(@) ‘The. Commissioner may :by rule prescnbe that
any. document to: be: filed -in - the Patent -and- Trade-:
mark Office and. which is required by any law, rule;.
or other -regulation- to. be under- oath. may be sub-:
scribed to by a written declaration in such form as-the .
Commissioner may prescribe, such declaration to be.

in.lieu of the oath otherwise required.

® thnever such written. declaratloﬁ is used, the:
document must warn the declarant that willful false:
statements and the like are punishable by fine or xm-‘

prisonment, or both (18 U.S.C. 1001).”

(Added Mar. 26, 1964 Pub. L. 88-292, § 1, 78 Stat.
171, and amended Jan. 2, 1975, Pub. L. 93-596, § 1,
88 Stat. 1949.)

Note.—18 U.S.C. 1001 provides: “Whoever in any matter within
the jurisdiction of any department or agency of the United States

knowiogly and . willfully falsifies, conceals or covers up by any

trick, scheme, or device a material fact, or makes any false, ficti-
tious or fraudulent statements or representations, or makes or uses
any false writing or document knowing the same (o contain any
false, fictitious or fraudulent statement or entry, shall be fined not
more than $10,000 or imprisoned not more than five years, or
both.” (June 25, 1948, 62 Stat. 749)

§26 Effect of defective execution

Any document to be filed in the Patent and Trade-
mark Office and which is required by any law, rule,
or other regulation to be executed in a specified
manner may be provisionally accepted by the Com-
missioner despite a defective execution, provided a
properly executed document is submitted within such
time as may be prescribed.

Rev. 1, Oct. 1965

“““m"’“‘““b;?.i“;fj

ofdocumennandthap.

;«gch;,;S’)SO 66.Stat. 195 Jan. 2, 1975

MANUAL OF PATENT EXA)

" :‘Irﬁ‘u?n o Mwu.n’d. I
32 Suspension or exclusion from practice.
33. Unsuthorized repmenmionupncﬁtim«

8 31 mlnﬂmforngenumdm

The Commissioner, subject to the approval of the
Secretary of Commesce, may prescribe regulations
governing the recognition and conduct of agents, at-
torneys, or other persons representing spplicants or
other parties before the Patent and Trademerk Office,

and may require them, before being recognized as

representatives of applicants or other persoms, to

show that they are of good moral character snd repu-
tation and are possessed of the, necmary qualifications

ice, advice, and assistance in the: ptuentanon or pros-':'

ecutmn ’of thw: applxcatlons or other buamm before

(July 19 - 1952 cb 950 66 Stat.'f795 Jan. 2, 1975
Pub L 93—596 §l 88 Stat 1949)

The Commnssxoner may, after nohce and opportum
ty for-a hearing, suspend or exclude, either generally
or in any particular casé; from: further: practice béfore
the Patent .and Trademark Office, any: person; agent,
or attorney shown to be incompetent or disreputable,
or - guilty . of gross misconduct;:;or. . who- does ‘not
comply with the regulations established under section
31 of this title, or who shall, by word, circular, letter,
or advertising, with intent to defraud in any manner,
deceive, mislead, or threaten .any applicant or pro-
spective applicant, or other person heving immediate
or prospective business before the Office. The reasons
for any such suspension or exclusion shall be duly re-
corded. The United, States District Court for the Dis-
trict of Columbia, under such. conditions and upon
such proceedmgs as it_by its rules determines, may
review the action of the. Commissioner upon the peti-
tion of the person so refused recogmtlon or so sus-
pended or excluded.

(uly 19, 1952, ch. 950, 66 Stat. 795; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§33 Unauthorized representation 18 practitioner

Whoever, not being recognized to practice before
the Patent and Trademark Office, holds himself out or
permits himself to be held out as so recognized, or as
being qualified to prepare or prosecute applications
for patent, shall be fined not more than $1,000 for
each offense.

(July 19, 1952, ch. 950, 66 Stat. 795; Jan, 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)
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(b) have been revised by rule change (50 FR 31818)
effective October 5, 1988 as provided for by § 41(0.
SeeﬂCFRllG—l.!lforeurrutfum

§41 Patent feec

(a) The Commmoner shall charge the followmg
fees:

L On filing each application for an ongmal patent,
except in:design or plant cases, $300; in addition, on
filing or on presentstion at any other time, $30 for
ezch claim in
three, $10 for each claim (whether independent or de-

pendent) which is in excess of twenty, and S!OO for"

each application containing a. multlple de

claim. 'For the purpose of computmg fees, & multiple
dependent claim -as referred to:in section 112 of this -
title or any clsim depending therefrom shall be con-
sidered as separate dependent claims. in. accordapce

with the number of claims to. which
madeé. Brors i payment’ of the additional fees may

be rectified in uccordance w1th regulations of the -

Commiissictier.

2. For issuing each orxgmal or relssue patent, except )

in‘'design of plant csses; $500. , /
?rlndesignandplmtcascs
’ . On filing esch design apphcatnon, 5125
b. On filing each plant application, 5200

c ‘On-issuing ‘each design patent, Sl75
- d.On issuing each plant patent;, $250.

4 On filing each application for the reissue of a
patent, $300; in addition, on filing or on presentation

at any other ‘time, $30 for each claim in 'independent
form which is in excess of the number of independent
claims of the original patent, and $10 for each claim

(whether independent or . dependent). which is. in -

excess of twenty and also in excess of the number of
claims of the ongmnl patent. Errors in payment of the
additional fees may be rectified in accordance with
regulatlons of the Commissioner.

'S. On filing each disclaimer, $50.

6. On filing an appeal. from the examiner to the
Board of Patent Appeals and Interferences, $115; in
addition, on: filing ‘s brief in support of the appeal
$115, and on requesting an orsl hearing before the
Board of Patent Appeals and Interferences, $100.

7. On filing each petition for the revival of an unin-
tentionally abandoned application for a patent or for
the unintentionally delayed payment of the fee for is-
suing each patent, $500, unless the petition is filed
under sections 133 or 151 of this title, in which case
the fee shall be $50.

8. For petitions for one-month extensions of time to
ake actions required by the Commissioner in an ap-
‘iication:

a. On filing a first petition, $50.

t form which is in excess of .

' il i
p PR +
by B B : t4

. b Onfiling @ second; petition; $100, ... v 0
c On mina‘. thil'd‘or mbleqmt petition, m .

feesformuntﬁninsnpitentinorce
1 Threemmandixmaﬁermt,mf
& Sevenyumandsixmmthnaﬁermt.sww
»:‘ggmnymmdmmmmm'

Unless payment of the apphcable maintenance fee is
received in the Patent snd Trademark Office on or
beforetheduethefeeudueorthhinagrwepermd
of six months thercafter, the patent will ezpire as of
theendofsuch grace period. The Commissioner may
require the payment of. a surcharge as a condition of
accepting wi_thin;suchssix,-month grace period the late
payment of an-applicable maintenance fee. No fee will-
be establlshed for mamtammg a des:gn or: plant patcnt
in force. . e et

Nm-—Sec Lof P, Law 91-241 Aug, z7 1982. 9% Sm 317, sue’
ﬂwnzuﬂielwfopmnmsoffundsform&mtmd?mkx

Office. for. fiscal years 1983-1985. and. requires that, such funds will -
used ¢ reduceby SOpcrcentthcgnymentot‘feesundqaeqnon;

BE :
delny is showii'to the satlsfactmn‘ of the Comm:ssxoner _
to have been unavmdable “The Comm:ssxoner may re-
quife the payment ‘ofa surclmrge as a condition of ac-
cepting payment’ of any mdintenance fee after the six-
month grace penod ‘If the Commissioner accepts pay-
ment of & maintenance fee after the six:month grace
period, the patent’ ‘shall be considered as not havzng
expired at.the.end of the grace period. -

(2) No patent, the term of which !ms been main-
tained as a result of the acceptance of a payment of a
maintenance fee under this subsection, shall abridge or
affect the right of any person or his successors in
business who made, purchased or used sfter the six-
moath grace period but prior to the arceptance of &
maintenance fee under this subsection anything pro-
tected by the patent, to continue the use of, or to sell
to others to be used or sold, the gpecific thing so
made, purchased, or used. The court before which
such matter is in question may provide for the contin-
ued manufactuse, use or sale of the thing made, pur-
chased, or used as specified, or for the manufacture,
use or sale of which substantial preparation wes made
after the six-month grace period but before the ac-
ceptance of a maintenance fee under this subsection,
and it may also provide for the continued practice of
any process, practiced, or for the practice of which
substantial preparation was made, after the six-month
grace period but prior to the acceptance of a mainte-
nance fee under this subsection, to the extent and
under such terms as the court deems equitable for the
protection of investments made or business com-
menced after the six-month grace period but before

Re'o I’ Ml lm ’



(d) The Co

ents not
erage cost to momwmh
or ‘mateniale.

iervices,
mwl?fwferprmaﬁbnry

speciﬁed in section 13 of this. title with wscertified
printed copies of the specifications and drawings for
all(p)ateﬁt:iuuedmthetywwﬂlbessa

€ kD

mede by s department or agency of the Goveriment,

or any officer thereof. The Commissioner may pro-
vide any applicant issued ‘4 notice vnder section 132
ofthnuﬁewithacopyofthespeerﬁea@omand
drawings ' for -all pntents referred to in t!nt notlce“'

without chérge.

{f) The fees estabhshed in subsectlons (a) and ®) of

this section may-be adjusted by the Commissioner on

October: 1, 1985, .and ‘every third ‘year therenfter to’!
r fluctuations “during " ; ‘

§42 Patent and Trademark Office funding -
(a) -All feés for services performed by or ‘materials

furnished by the Patent and deemark Oﬂ'ice wnll be'*

payabie to'the Commissioner. '
(b) All fees paid to the Commxssnoner and a]l appro-"

priations for defraying the costs of the activities of the

Patent and ‘Trademark Office will be credited to the
Patent and Trademark Office Appropristion Account
in the Treasury of the United States, the provisions of
sectton 725e of tltle 31, Umted States Code, notwnth-
s

(c): Revenues from feec will be avmlable to the
Commissioner. of Patents to carry out, to the extent
provided for in appropriation Acts, the activities of
the Patent. and Trademark Office. Fees available to
the Commissioner under section 31 of the Trademark
Act of 1946, as amended (15 U.S.C. 1113), shall be
vsed exclusively for the processmg of trademark reg-
istrations and for other services and materials related
to trademarks.

(d) The Commissioner may refund any fee paid by
mistake or any amount paid in excess of that reguired.

(July 19, 1952, ch. 950, 66 Stat. 796; Nov. 14, 1975,
Pub. L. 94-131, § 4, 89 Stat. 690; Dec. 12, 1980, Pub.
L. 96-517, § 3, 94 Stat. 3018; Aug. 27, 1982, Pub. L.

Rev. 1, Oct. 1965

omer may’ waive the payment of
any fee for day service or material related to patents
in coanection with n occasional or incidents! request -

97-247, § 3g)E 96 Starl 9 dept? 19/ 1982, Pub. L.
97-258, § 3(), 96 Stat. 1065)

PART HI—PATENTABILITY OF INVENT
AND GRAN'I‘ on PATENI'S

16"
18 A B
i2. ' ‘

13 Revwofheeannd'l‘udemukomeenecmm

4. [sme of Patent.

ts. Phul’uem. _

16.  Desigms.

17. Secm:y of Certlm Inventions and Fllmg App!iemom

(!HAPTER lﬂ—PATENTABlLITY OF
INVENTIONS

100. . Definitions, ; o
iong™ "veltyandlm ofnghtto
pdent. ‘ ;

mean the United fSta'tes of Amenca. 1ts temtones and

possessions.
(d) The word "pate tee” mcludes not. only the pat-
entee to whom ‘the patent was issued but also the suc-
cessors in title to the patentee, ;
(July 19, 1952, ch. 950, 66 Stat 797)

§101 Inventions peteutable

Whoever iiivents of dlscovers any new and useful
process, maclnne manufacture, or composmon of
matter, or any new and useful improvement thereof,
may obtain a patent therefor, subject to the condmons
and requirements of thxs title. o

(July 19 1952 ch. 950 66 Stat 797)

§102 Coudiﬂous for. patentsbility' novelty and
. loes of right to patent ..

A persdn’shall'be' entitled to a’pat‘ent unless—

(a) the invention was known or used by others in
this country, or patented or described in a pnnted
publlcatmn in this or a foreign country, before the in-
vention thereof by the applicant for patent, or

(b) the invention was patenied or described in 8
printed publication in this or a foreign country or in
public use or on sale in this country, more than one
year prior to the date of the application for patent in
the United States, or

(c) he has abandoned the invention, or

L—8
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per

zraplu (1),. (), and (@) of section 371(c) of this title

ore the invention thereof by the spplicant for
pltent, or .

@ he mdnot hmuelf mvent the mbject matter
sought to be patented, or - .

(g)beforetheapplmntsmventwnthereofthem—j_

mining priority of mved n there s
oot only the respective dates of

DA
duction to practice of the mvennon,betikotheree-: %

somb!edxhgenceofonewhowasﬁmtweonwve’

and’ hst t0: reduce to: pmctlce, ftom am pnor o
by » :

. Apatmtmaynotbeobtamedthoughthemvenuon' VV

is not identically :disclosed or described as.set forth.in

§ 102 of%t'his:title; “if ‘the differences between the sub-
ject matter sought:to be patented ‘and the prior art:are
such that the: subject matter as & whole would have -
been obvious at the time the invention was madeto @
person having: ordinary skill in the art to which: said -

subject matter pertains.: Patentability shall not be ne-

gatived by the manner m wlnch the mventmn was -

made.
Subject matter developed by another penon, whlch
qualifies as prior art only under subsection (f) or: (g)

of § 102 of this title, shall not preclude patentability

under this section where the subject matter -and the
claimed invention were; at the time the invention was
made,ownedbymemepenmormbjecttoanob-
ligation of assignment to the same person. :

(July 19, 1952, ch. 950, 66 Stat. 797; Nov. §, 1984
Pub. L. 98-622, § 103) -

§ 104 Invention made abroad
In proceedings in the Patent and Trademark Office
and in the courts, an applicant for a patent, or a pat-
entee, may not establish a date of invention by refer-
ence to knowledge or use thereof, or other activity
with respect thereto, in a foreign country, except as
rovided in sections 119 and 365 of this title. Where
invention was made by a person, civil or military,

States. .

(nly 19, 1952, ch. 950, 66 Seet: 9%, Jar. 2, ms,'- :

Pubi L. 93-596; § 1, 88 Stat. 1949; Nov. 14, 1973, Pub. -

L. 94—13!,!6,898&8. 691 Nov 8. lMPBb.L.%—

622, §403(s).)
CHAP’!'ER ll—APPLlCAT!ON FOR PATENT

See.

i, Appﬁuﬁonforpmnt.

112.. - $pacification.

113. . Dreswiags. -

114, Modeh.apeeiw

118. Oahohpplmt.

116." Investoss. . a '

nr. thorinupocityofmvenhr

118. Filing by other than inventor. ' ' T

ll9_-Beneﬁtofeafherﬁhdeemfmmmmry-nghtofmot

App!watlon for 'patent shall be made, or anthormed .

to be made, by the inventor, except as otherwise pro-

vxdedmthumle,mwntmgtotheCommm!ow .
Such application shall include (1) a specification as
prescribed by section 112 of this title; (2) a drawing as
prescribed by section 113 of this title; and (3)'ar oath'
by -the applicant as prescribed by section 115 .of this
title. The application must be accompanied by the fee
required by law: The . fee and :oath may; be submitted
after the specification and any.required drawing: are -
submitted, within such. period .and under such condi--
tions, including -the payment of a surcharge, as may:
be ‘prescribed: by the Commissioner. Upon.: failure to
submit the fee and oath within such prescribed period, -
the application shall be regarded as abandoned, unless
it is shown to.the satisfaction of the Commissioner -
that the delay in submitting the fee and cath was un-
avoidable. The filing' date of an: application shall be
the date on which the specification and any required
drawing are received in the Patent and Trademark
Office.

(July 19 1952, ch. 950, 668m 797; Aug 27, 1982,
Pub. L. 97-247, § 5, 96 Stat. 319.),

§ 112 Specification = = .

The specification shall eonum a written description
of the invention, and of the manner and process of
making and uwsing it, in such full, clear, concise, and
exact terms as to enable any person skilled in the art
to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set
forth the best mode contemplated by the inventor of
carrying out his invention.

The specification shall conclude with one or more
claims particularly pointing out and distinctly claim-

L—9 Rev. 1, Oct. 1965




viously: set forth and; then apecify »: further:

of the subject; matier claimed. A clsim'in depeadent
form shall be construed to incorporate by reﬁ:un_

all the limij of the to, luchtret‘
cfaim?u“?umple S e i refe.

reference, in the alternative only, to more than one .
cleim previously set forth and then specify a further
limitation of the subject matter claimed. A multiple
dependent claim shall not serve as a basis for sny -
other multiple dependent claim. A muitiple dependént -
claim shall be construed to incorporate by reference‘:j
all the limitations of the particular. claim. mxehnon 0. ..

which it is being considered.

Anelmentmachmforacombmatnonmaybeex—ii'
pressed as a means or step for performing a spectﬁed

function without the’ recital ‘of
acts in support thereof, and. sueh

apphcantshallfummhadrawmgwheremyi
sary--for’ the -understanding’ of 'the 'subject matter::
sought to'be patented. 'When'the' natiire-of suchi sub-
Jectmatteradmltsoflllustratlonbyadrawmgamdthe‘-.~
apphcanthmnotﬁmhedsuchadrawmg,tbe(}omw
missioner’ may- require its submission within: a:time

period of not less than two months from the sending

of a notice thereof.” Drawings submitted -after the

filing ‘date -of the application may not be used (@ to

overcome ‘any insufficiency of the specification due to

lack of an enabling disclosure or otherwise inadequate

disclosure therein, or (i) to supplement the original -
disclosure thereof for tbe purpose of mterpretatlon of '

the scope of any claim,

(July 19, 1952, ch. 950 665tat 798 Nov 14 1975'

Pub. L. 94-131,.§ 8, 89 Stat. 691.)
§114 Models,specimens

The Commissioner may require the applicant to faf-
nish a model of convenient size to exhn!nt advanta-
geously the several parts of his invention.-

When the invention relates to a compouuon of

matter, the Commisgioner may require the applicant
to furnish specimens or ingredients for the purpose of

inspection or experiment. :
(July 19, 1952, ch. 950, 66 Stat. 799)

§ 115 Oath of applicant

The applicant shall make oath that he believes him-
self to be the original and first inventor of the proc-

Rev. 1, Oct, 1985

Subject to the followmg pnugraph, & chnn in de«
pendent form shall contein o veference to & claim pee:.

apostilles ofdengnated ofﬁculs in the United' States,
and such oath shall be valid if it complies with the
laws ‘of the state or country wheré’' made. When ‘the’
application is made as ptovnded i this title by a
person 0ther than the mventor, the oath may be so?

Jomtly, mey ghiall wply foe: pm Jomtly and mh

make the required oath, except as-ctherwise: pmwsled
in this title. Inventors may eppl for.a patent joi

clalm of thc patent.
If & joint: inveritor refuses to-join in:an- apphcatnon
for: patent or.cannot be-found or reachied after dnllgent

effort, the application: may-be made: by. the other in-' -

ventor-on behsif of himself and the omitted inventor. -

The. Commissionier; -on proof:of the. pettment facts. .
and after such noticeto-the omitted inventor as he -
prescribes, may grant 8 patent to the inventor making -
the :application, subject:to-the same rights which the .
omitted  inventor -would ‘have hsd: if he had been -
joined. The omntted mventor may subsequently Jom in -

the application.

Whenever : through error a pemon is: named in an -
application for patent as  the:inventor, or ‘through

errof: an-inventor is.not named-in-an spplication, and

such ‘error arcse without ‘any: deceptive intention.on

his part, the Commissioner may permit the application

to be amended accordmgly, under such -terms as he

prescribes. .

(July 19, 1952, ch 950 66 Stat 799; Aug 27 1982,
Pub. L. 97-247, § 6(a), 96 Stat 320- Nov 8, 1984,
Pub. L. 98-622, §104(a))

§ 117 Death or ineupaeity of inventor

Legal representatives. of deceased inventors and of
those under legal incapacity may make application for
patent upon compliance with the requirements and on
the same terms and conditions applicable to the inven-

tor. ;
Quly 19, 1952, ch. 950, 66 Stat. 799.)

L—10




!Uﬂﬂﬁmw’W%W ‘
Whenever an inventor refuses to & ! tpph
cation for: patent, or caanot be. found or reached afier

diugmeffat.nmwwhmthemmhuu-»

ﬁmdaqrmeudhwmwmgn the investion or

ko otherwise shows, sufficient. proprietary interest in
the matter justifying such action, may make applica-
tion for patent on behalf of and as sgent for the in-
ventor on proof of the pertinent facts and a showing

that such action is necessary to preserve the rights of
the parties or to prevent irreparable damage; and the
Commissioner may grant a patent to such inventor
upon such notice to him as the Commissioner deems
sufficient, and on comphance w:th such regulanons as
he ‘prescribes. o

(July 19 1952 ch 950 66 Stat 799)

§1l9 il!eueﬁt :lfgh“ﬂm ﬁling date in foreign_‘

thxs country on'the date o wluch the applwatxon for
patent”for the ‘same’ invention was ‘first filed ‘in: such -
foréigii ‘couiitry, ‘if the application: in " this country ‘is”:
filed ‘within twelve ‘months from ‘the earliest date on '
which -‘such - foréign- application " was - filed; but: no

patent: shall be granted on. any: application for patent

for: an .invention: which had:been ‘patented or: de-.

scribed in a printed publication in any country more

thai one'year: before the date: of the actual’ filing of

the application in this country, or which had been in
public .use. or-on sale in this country more than one
year prior to such filing.

No-. apphmtxon for pateht shall be entitled to this .
right of priority unless a claim therefor and a certified

copy of the original. forengn apphcatxon, speclﬁcauon

and drawmgs upon which it is based are filed in the.

Patent and.Trademark Office before. the. patent_is
granted, OF, at such time durmg the pendency of the
apphcatlon as required by the Commissioner not earli-
er than six months after the filing of the application in
this country Such certlﬁcanon shall be made by the
patent office of the forelgn country in which filed and

show_ the date of the application and of the filing of

the specnf cation and other papers. The Commissioner
may require a translation of the papers filed if not in
the English language and such other mformauon as
he deems necessary.

In like maniner and subject to the same conditions
and requirements, the right provided in this section
may be based upon a subsequent regularly filed appli-
cation in the same foreign country instead of the first
filed foreign appllcatlon, provided that any foreign
application filed prior to such subsequent application
has been withdrawn, abandoned, or otherwise dis-

By
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posed ‘o wmw;memmmwm i v
spection’ and’ without: leaviag 'eny ' rights outstanding,
and ‘ hus ‘dot werved;: MWMW&N
basis for claiming a right of priority.

Applications for inventors’ muﬁcamﬁledmnfor—
enp%nlcounutgrm whwhm‘wmwaﬁgflm:ox
epply, at their dis either Ja tent or for an .
inventor’s céffificate Whall bé tré: ul P‘ this countey in -
ﬂwmemmtandhawthemeﬁectforpm
oftbenwtofpn«wyunduthmwcﬂonuma
tions for patents, subject to the same conditions end
reqmrmuofdmwcuonu&pplytoappm
for patents, provided suck spplicants are entitled to
the benefits of the Stockholm Revision of the Paris
Convention at the time of such filing.

(Guly 19, 1952, ch. 950, 66 Stat. 800; Oct. 3, 1961,
Pub. L. 87-333, § 1, 75 Stat. 748; July 28, 1972, Pub.
L. 92-358, § 1, 86 Stat. 501 Jan 2 1975 Pub L 93-
596, § 1, 88 ‘Stat: 1949)

§120 Beneﬁt ofearlier ﬁling dnte in the United -
States

An application for patent. for an mventwn dlscmsed :
in the manner provided by the first paragraph of sec-
tion 112:of:this title in-an applicaﬁonapreviomly:.ﬁled '
in the United States, or as provnded by section 363 of -
this title, which is_filed by an. inventor. or inventors
named in the previously ﬁled apphcatlon ‘shall have -
the’ same effect, a8 to- such invention, as though filed
on the' daté of the, prior application, if filed before the -
paténting or abandonment’ of '0f ‘termhination’ of ‘pro-/
ceedings ‘on the first: applicition’ or on-an' application :
similarly entitled to the benéfit ‘of the’ ﬁlmg date -of
the first application and if it contains or is amended to
contain a specific reference to the. earher filed applica-
tion.

“(Fuly 19, 1952, ‘ch. 950, 66 Stat. 800; Nov. 14, 1975,
Pub. L. 94-131,'8 9, 89 Stat. 691; Nov. 8, 1984, Pub.

L. 98-622, § 104(b).)

§121 Divisional apphcations

If two or more independent. and distinct. inventions
are claimed in one application, the Commissioner may
require: the application to be restricted to one of the
inventions. If the other invention is made the subject
of a divisional apphcatxon which complies with the
requirements of section 120 of this title it shall be enti-
tled to the benefit of the filing date of the original ap-
plication. A patent’ |ssumg on an apphcanon with re-
spect to which a requirement. for restriction under- this

section has been made, or on an application filed as a
result of such a requnrement, shall not be used as a
reference either in the Patent and Trademark Office
or in the courts against a divisional application or
against the original application or any patent issued
on either of them, if the divisional application is filed
before the issuance of the patent on the other applica-
tion. If a divisional application is directed solely to
subject matter described and claimed in the original
application as filed, the Commissioner may dispense

Rev. 1, Oct. 1985
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nmctedtooneinvenm

(July 19,°1952, ch. 950, 66 Stlt soo Jm. 2. 1975

PnbL93—596 !1 888&!!.1949)

missioner.

(July 19, 1952, ch. 950, 66 Stat. 801; Jan. 2, 1975,

Pub L. 93—596 §l 88 Stat. 1949.)

CHAPTER lZ-—EXAMINATION OF
APPLICATION

missioner shall issue a patent therefor. - -
(Jnly 19,-1952, ch. 950; 66 Stat. 801)

§ 132 ' Notice of rejecﬂon, reexaminaﬁon ‘

Whenever, op examination, any claim for a patent is

rcjected, or any objection or requirement made, the
Commissioner shall notify the applicant thereof, stat-
mg the reasons for such rejection, or objection or re-
quirement, together with such information amd refer-
encesasmaybeuseﬁnmjudgmgoftheproymtyof
oontummg the prosécution of his application; and if
after’ receiving such notice,’ ‘the applicant persists in-
his claim for a patént, with or without amendmient,
the application shall be reexamined. No amendment
shall mtfoduce new matter into the' disclosure of the
invention.

‘(July 19, 1952, ch. 950, 66 Stat. 801.)

§ 133 'Time for prosecuting application

Upon fiilure of the applicant to prosecute the appli-
cation within six months after any action therein, of
which notice has been given or mailed to the appli-
cant, or within such shorter time, not less than thirty
days, as fixed by the Commissioner in such action, the
application shall be regarded as abandoned by the
parties thereto, unless it be shown to the satisfaction
of the Commissioner that such delay was unavoidable.

(July 19, 1952, ch. 950, 66 Stat. 801.)

Riav. 1, Oct, 1985

Appﬁcaﬁommrpmulhdlbekepzmmﬁdms
by the: Patent and Tredemark Office and no imforma-
tion' ‘conicerning the same given without suthority of
the applicant or owner unless necessary to caery out
the provisions of any Act of Congress or in sach spe-
uﬂc&wmstancesumybedetemmedhymemm

mode/ of the. apphcat!on and the. alleged new : mven-
mandlfonsuchexammanonltappeauthatheap-.=
phcantuenutledtoapatentnnderthelaw,tthom .

5134 Ammmmmmwm 3

Anappﬁmwrl“pmm. anyofwhmucwniﬁu
been twice rejected; mlyﬁppedﬁmthedeckimd‘l
the primsry exsminer to the Board of Patent Appeals
andlmetm hnvmgoncepddthefeeformch

. the: inventng.. 'l:h: Wl
foilwee of

(Tuly 19, ’1952, ch,.950; 66 sm wn Feb. 8, 1985,
Pub. L. 98—622,5204@)(2)) S

9135 mmeu

(a) Whencv« an apphcat:on is made for a patent
whxch,mtheopamonoftheCommmmm would
interfere with any pending spplication, or with any
unexpired patent, an interference may be declared and
the Comxmmoner shall give notice of such declara-
tion :to: the. ;or applicant, and patentee, as

the case may be. The; Board :of Patent Appeals and
Interferences ghall determme questxons of priority of
the mvenmm and. may determxhe qmtons of patent-

ment advetse o8 patentee from ‘which. no, appeal or .
otherrevsewhasbeenorcanbetakenorhadshall'
constitute ‘cancellation of the. claims involved in the -
patent,-and. motice: of such -cancellation - shall be en-
dorsed .on copies of the patent. distributed after suv.h'
cancellation by, the Patent end Trademark Office. ~

(b)Aclmnwhnchxsthesameas,orforthesameor. ;
substantially the same subject matter as; a claim of an
issued’ patest may not be made in. any application
unlmmchaclumnsmadepnortooneyearfromthe
date-on which the patent was granted. - -

(¢) Any sgreement or understanding between par-
ties to an interference, mcludmg any collateral agree-
ments referred to theréin, miade in connection with or
in- contempht:on of the termination’ of ‘the interfer-
ence, shall be in writing and a true copy thereof filed
in the Patent and Trademark Office before the termi-
nation of the interference as between the said ‘parties
to the agreement or understandmg If any party filing
the same so requests, the copy shall be kept separate
from the file of the mterference, and made available
only to Government agencies on written request, or
to any person on a showing of good cause. Failure to -
file the copy of such agreement or understanding shall
render permanently unenforceable such agreement or
understandmg and any patent of such parties involved
in the interference or any patent subsequently issued
on any application of such parties so involved. The
Commissioner may, however, on & showing of good
cause for failure to file within the time prescribed,
permit the filing of the agreement or understanding
during the six-month period subsequent to the termi-
nation of the interference as between the parties to
the agreement or understanding.
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The Commisgioner shall give, 0
or their attorneys of record, &

« timm i ¢

mdtermxmtion, of the ﬁhng requirement.of this sec- - -
tion. If the Commissioner gives such notice at a later
time, irrespective of the right to'file ‘such’sgreement '

orunderstandmawuhmthem-moathpmodonl

showing of :good : cause,  the parties may: file' such::.
agreement: or; mdermdmg w:thm sxty day: of the-_:::

receipt of such motice. .

Any discretionszy actlon of the Comtmwoner

under this subsection shall be reviewable under sec-
tion 10 of the Administrative Procedure Act.

(d) Parties to @ patent interference, within auclt ttmc‘

as may be specnﬁed by the Commissioner by reguls-
tion, mey determine such contest or any aspect there-

of by arbitration. Such arbitration ghall be govemed
by the provisions of title- 9 to the extent such title is -
not_inconsistent with this section.. The: parties:. shall,.«:
glve notice ;of any arbitration. award to the Commis-
sioner, and such award shall, as.  between the parum tog,;

the arbitration, be dispositive of the i

relates. The. aﬂmrauon award- hall be unenforceable--»_

@uly 1, 1952, ch. 950, 66 Stat. 801; Oct. 15, 1962,""""
Pub. L. 87-831; 76 Stat. 958; Jan. 2, 1975, Pub. L. 93

§ 105; Feb. 8, 1985, Pub L. 98-622 202.).

CHAPTER 13—REVIEW OF PATENT AND
‘ TRADEMARK OFFICE DEC!SIONS

l4l.r Appeal to Couxt of Appuls for the Federal Cu'cmt.

142. Notice of appeal.

143, Proceedings on appeal ‘

144. Decision on appesl. -

145. Civil action to obtain patent.
146. Civil action in case of interference.

§ 141 CAiI:peal to Court of Appeals-fdr the :l;‘edétal ‘

An- applicant dlssatls&d wnth the decismn in. an':'
appeal to the Board of Patent Appeals and Interfer-

ences, under section. 134 of this title may appeal. the

decision to the United States Court of Appeals for the’
Federal Circuit. By, ﬁlmg such an appeal the apphcant'

waives his or her right to, proceed under section 145
of this title. A party to an interference  dissatisfied
with the decision of the Board of Patent Appeals and

Interferences on the interference may appeal the deci-
sion to the United States Court of Appeals for the

Federal Circuit, but such an appeal shall be dismissed
if any adverse party to such interference, within
twenty days after the appeﬂant has filed notice of
appeal in accordance with section 142 of this title,
files notice with the Commissioner that the party
elects to have all further proceedings conducted as
provided in section 146 of this title. If the appellant
does not, within thirty days after the filing of such
notice by the adverse party, file a civil action under

s
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§142 Nmam'

Court of ‘Appeals for ‘the Fedeul Ctrcuit. the lppel
lant shall file in the Patent and Trademerk Office a
written notice of: amal directed {0 the Couunission. -
er, within sech time. after the date of the decision
from which the _appeal is, taken as the, Commnmoner
prescribes, but in no case Im than 60 days aﬁer that
date, '
(July 19, 1952 ch 950 @6 Stat. 802 Jan 2, 1975
Pub. L. 93-596, § 1, 88 Stat 1949 Nov g 1984 Pub .
L.: 98-620 §4l4(a)) :

missioner shall submit to the court lp writing , the -
grounds for the decision, of the Patent an Trademark ~
Ofiice, . addressmg all” the. issues . mvo;,,ed in the,_
appeal The court. shall befo,e hearing an appeal give
notice .of the time and, place .of the. hearmg to the .
Commissioner. and. the _parties in. the appeal. '

(uly 19, 1952, ch. 950, 66;Stat. 802; Jan. 2 1975 :
Pub. L. 93-596, §1, 88 Stat 1949 Nov 8, 1984 Pub .
L. 98-620, § 414(a).) - e _ .

§144 Decision on appeal

The Umted States Court. of Appeals for the. Federal .
Circuit shall review. the. decision from which an
appeal is taken on the record.before the Patent and
Trademark Office.. Upon its- determination the court .
shall issue to the Comm:ssnoner its mandate and opin-
ion, which shall be_ entered. of record in the Patent
and. Trademark . Ofﬁce and. govem the further pro-
ceedings in the case. . o

(July 19, 1952, ch. 950 66 Stat 802 Jan 2, 1975
Pub. L. 93-596, §1,. 88 Stat 1949 Nov , 1984, Pub.
L. 98-620, § 414(a).) - c , ‘

§ 145 Civil action to obtain patent ‘

An applicant dlssatlsfied with the decision of the
Board of Patent Appeals and Interferences in an
appeal under section 134 of this title may unless
appeal has been taken to the United States Court of
Appeals for the Federal Circuit, have remedy by civil
action against the Commissioner in the United States
District Court for the District of Columbia if com-
menced within such time after such decision, not less
than sixty days, as the Commissioner appoints. The
court may adjudge that such applicant is entitled to

Rev. 1, Oct. 1985



Mgzmubepnd

Pnb.l..98-622,§203(b).)
§ 146 M»ﬁuhmo{m

Anypartytominterferencedisumﬁedwnhthe

decision of thie Board of Patent Appesls and Intesfer-

ences on the interference, may have remedy by civil -

action, if commenced within such time after such de-
enion,notlesatlnnmtydays,astheCommmoner

appoints 6r as provided in ‘section 141 of this title,
nnleuhehasappealedtotheUmtedSmCounof :
Appesals for the Federal Circuit, and such appeal is -
pendmgorhasbeendeclded,ln such smtstherecord

duced mth _smt

Such suit’ may be- mstltuted agamst ‘the party’m in-
ferest as shown ‘by the records of ‘the Putent and
smark Office ‘at’ the - time- of the ‘decision com-
plained ‘of, but any party in interest’ may ‘become'a
party to the action. If there be adverse:parties resid- -

Tra

mgmaplutahtyofdlstnctsnotcmbracedwxﬁunthe

same ‘staté, or an adverse party residing'in a foreign -
country, the United States District Court for the Dis- -
trict of Columbia shall have, Junsdlctmn and may isspe

summons against the adverse parties directed to the
marshal of any district in which any adverse: party re-
sides. Summons agairist adverse parties residing in for-
eign countries may be-served by publication or other-

wise as the court directs: The Commissioner shall not
beanecessaryparty but he shall be notified of the:

filing of the suit by the clerk of the court in which it
is filed and shall have the right to intervene. Judg-
ment of the court in favor of the right of an applicant
to a patent shall suthorize the Commissioner to issue

such patent on the filing in the Patent and Trademark
Office of a certified copy of the judgment and on -

compliance with the requirements of law. .

Guly 19, 1952, ch. 950, 66 Stat. 803; Jan. 2, 1975,

Pub. L. 93-59, § 1, 88 Stat. 1949; Apr 2, 1982, Pub.
L. 97-164, § 163, 96 Stat. 49; Feb. 8, 1985, Pub. L.
98-622, § 203(c).)

CHAPTER 14—ISSUE OF PATENT

See.

181. lssue of patent.

152. Tlssue of patent to assignee.
153. How issued.

154. Contents and term of patent.

Hiev, 1, Oct, 1985

Quly 19, 1952, ch. 950, 66 Sm’ ao:v Feb a. 1935.

eﬂ'ect as 1t‘ ongmall ,taken and ro-

157. meumumm

§151 Tesme of patent .

If it - appears that apphcant is - eamled to & po.&eut
under ‘the law, a written notice of allowance of:the .
application - shell be givea or mailed to the applicant.
The notice shall specify a sum, constituting the issue -
fee or a portion thereof, whnchshallbepudwuhm
three mounths thereafter..

Upon peyment of this sum the pueent shall issue,
but if peyment is not timely made, the appllcatwn
shall be regarded as abandoned. :

Anyrenmgbuhnoeofthemuefeeshallbepmd ;
within three months ‘from the sending of a notice
thereof and, if 'not paid, the patent shall lapse at the
termination’ of this' three-month period. In calculating
the amount of a remaining balance, charges for a page
orlessmaybedmegarded el

If “-aniy pcyment required by thls section i§' not
tlmely madée; but'is subnntted ‘withi'the fee for delayed
payment and the dehy ifi' payment is shown to have'-
beei' unavoidable; it may be sccépted by the: Coirimis-" -
siofief ‘as’ thongh 1o ‘dbdtidonment’ or- ‘lapse had ever
occurred.

(Ju“ly 19, 1952, ch. 9%50; 66 Stat. 803; July 24, 1965,
Pub. L. 89-83, § 4, 79 Stat. 260 Jan 2 1975 Pub L f
93-601, § 3, 885tat. 1956) . o

§152 Ime of patent to assignee : ; ,

Patents mny -be- gmnted e assngnee of the in-
ventor of record in the Patent and Trademark Office,
upon the application made and the specification
sworn to by the inventor, except as otherwnse prowd-
ed in this title. '

{July 19, 1952, ch. 950, 66 Stat. 804; Jan. 2, .1975,:
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§153 How issued

Patems shall be issued in the name of the Umted
States of America, under the seal of the Patent and
Trademark Office, and shall be signed by the Com-
missioner or have his signature placed thereon and at-
tested by an’ officer of the Patent and Trademark
Office’ dmgnatecl by the Conmussnoner, and shall be
recorded in the Patent and Trademark Office.

(July 19, 1952, ch. 950, 66 Stat. 804; Jan. 2, 1975,
Pub. L. 93-596, § 1, 88 Stat. 1949.)

§154 Contents and term of patent

Every patent shall contain a short title of the inven-
tion and a grant to the patentee, his heirs or assigns,
for the term of seventeen years, subject to the pay-
ment of fees as provided for in this title, of the right
to exciude others from making, using, or selling the
invention throughout the United States, referring to
the specification for the particulars thereof. A copy of
the specification and drawings shall be annexed to the
patent snd be a part thereof.
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1960, Pub.

(Jllly 19, 1932, ch. 950, 66 Stat

5153 ',‘,i'iteutta'-exteudon,,,, S

Notwithstanding the provisions ‘of necnon 154, the
term of & patent which encompasses within its scope a
eompomionofmmermapmceuforwugmch
composition shall be extended if such composition or
process hias beem subjected to a regulatory review by
the Federdl Food sad Drug Administration pursuant
to the Federal Food, Drug, and Cosmetic Act leading
to. the: publication of regulation permitting the inter-
state distribution and sale of such composition or
process and for which there has thereafter been a stay
of regulation of approval imposed purssant to section
409 of the Federsl Food, Drug, and Coummetic Act
which stay was in effect on January 1, 1981, by a
length of time to be measured from the date such stay
of regulation of approval was imposed until such pro-
ceedings are finally resblved and commercial market-
ing permitted. The patentee, his heirs, successors.or-

mgnsshallnoﬁfytthomnnmoner of Patents and
Trademarks within ninety days: of the date of enact-:
ment -of this section or the date the stay of regulauon
of. approval has been removed, whichever is Iater; of -
the number: of the patent to be extended and the date
the stay.‘was imposed.and the date commercial mar- -
keting was permitted. On receipt of such'notice; the
Commissioner shall promptly. issue to the owner of -
record of the patent-a certificate of extension,” under .

seal, -stating the fact and.length of the extension and

identifying. the composition: of- matter or process: for -
using such composition to; which such-extension is ap- .

plicable. Such-certificate shall be recorded in the offi-
cial file of .each patent extended and such certificate

shall be considered as part of:the: original patent, and .

an appropriate notice shall be published in the Oﬂicml
Gazette of the Patent and Trademark Office. o

(Added Janm. 4, 1983 Pub L. 97—414 §11(a), 96
Stat. 2065.) ‘

§ 155A Patent term restoratmn -

N Notwnthstandmg section’ 154 of this utle, ‘the
term of each of the following paténts shall be ex-
tended in accordance with this section:

(1) Any patent which encompasses within its
scope a composition of matter which is a new
drug product, if during the regulatory review of
the product by the Federal Food and Drug Ad-
ministration—

(A) the Federal Food and Drug Administration
notified the patentee, by letter dated February 20,
1976, that such product’s new drug application
was not approvable under section 505(b)(1) of the
Federal Food, Drug and Cosmetic Act;

(B) in 1977 the patentee submitted to the Fed-
eral Food and Drug Administration the results of
a health effects test to evaluate the carcinogenic
potential of such product;
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(c) the Federal Food and Drug. A

; f s
,f;‘(2) Any ; patent wh:eh,eneompm wnthm its
.. scope .a process, for using. the eomposmon de-

. scribed in paragraph (1),

(b) The term of any patent deecnbed m subeecmn
(a)shallbeextended forapenodequeltc:thepenod
1981, and such patent shall have the eﬂ'ect as if origi-
nally issued with such extemied term, . -

(c) The patentee of any patent described i in subeec
tion (a) of this section shali, within ninety days sfter
the date. of enactment of this section, notify the Com-
misgioner of Patents and Trademarks of the number of
any patent so extended. On receipt of such notice, the
Commissioner shall confirm such extension by placing
a notice thereof in the: official file. of such. .patent and
publmhmg an appropnate‘ notxce of such e_xtenswn in.

§ 156 - Extension of patent term

(@) The term of a patent whlch clauns a product, a
method of using 'a ‘product,’ ‘'or ‘& method of manufac-
turing a’ product ‘shall' be'extended in accordance with
this' section from the original explratnon dnte of the
patent if—

‘(1) the term of ‘the patent has not expired before

“an applleatlon is subrmtted under subsectlon (d)

“for its extension; "

- (2) the term of the patent has never been ex-
tended;

" (3) an application  for extension is submitted by
the owner of record of the patent or its agent and
in accordance with the requnrements of subsec-
tion (d);

"~ {4) the product has been subject to a regulatory
review period before lts commerclal marketmg or
use;

(S}A) except as provided in- subparagraph (B);
the permission for the commercial mm'ketmg or
use of the product after such regulatory review
period is the first permitted commercial market-
ing or use of the product under the provision of
law under which such regulatory review period
occurred; or

(B) in the case of a patent which claims a method
of manufacturing the product which primarily
uses recombinant DNA technology in the manu-
facture of the product, the permission for the
commercial marketing or use of the product after
such regulatory review period is the first permit-
ted commercial marketing or use of a product
manufactured under the process claimed in the
patent.
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'"uct,belimitedtotmym”' edfortheap-
- proved productheforetheexpimion of the term
of the patent under the provision of law under
which the applicable regulatory review occurred;

(2)mthecmofa patent whlchchunsamethod'

* of using a product, be limited to- any use claimed
by the patent and - approved for the approved
product before the exptratton of the term of the

- ‘patent’ under the provision of law under wlnch‘,(

- the applicable regulatory review occurred; and

- "(3) in the case ‘of a patent which claims a method"““
©oof manifaciuring'a" product, be lmuted o the

vt wluch penod ‘occurs: after - thé date*
issued, except that—

(1) each period of the regulitory review penodi‘-?

} ’shall be yeduced by any period determined under

" review period;

. (2) after any reduction required by. paragraph (l), "

~ the penod of, .extension shall include -only one-
~ half of the time remaining in the periods de-
~scribed in paragraphs (1(B)Gi), (2)(B)(|), and
(3)(B)(1) of subsection (g),
.(3) if the period remaining in the term ofa patent
after the date of the approval of .the approved
: product under the provision of law under which
" such regulatory review occurred when added to
the. regulatory review period as- revised under
paragraphs. (1) and (2) exceeds fourteen years, the
period of extension shall be redudced so that the
total of both such periods does not exceed four-
teen years; and
(4) in no. event shall more than one patent be ex-
. tended for the same regulatory review period for
any product
(d)(l) To. obtain an extensnon of the term of a
patent under this section, the owner of record of the
patent or its agent shall submit an application to the
Commissioner. Such an application may only be sub-
mitted within the sixty-day- period beginning on the
date the product received permission under the provi-
sion of law under which the applicable regulatory
review period occurred for commercial marketing or
use. The application shall contain—
(A) the identity of the approved product and the
Federal statute under which regulatory review
occurred;

Rev. 1, Oct, 1965

uAmJAL oF PATBN‘I‘}BXAM NIN

;tton (d)(ZXB) durmg whlch the apphcant,
. _uch pcnod of the. rcgulatoryﬁ"

SEOT Sl

yo‘thepnwntfoﬂvlﬂehmemw

aon is bemg Qought and. theideatity of emch:

claim of such patent which claims the approved., )
product or a methbd’ of usmg or manufacturink

- the spproved product; -~ © i

- - (C) information: to: enable the Cm to::”

detetme under subsections (g): and (b) the eligi- -
bility of & patent forextemmmdthenghtsthﬂf

will be derived from the extension and informa-
-tion-to. enable the Commissioner and the Secre-
- -tary of Health and Human Services to determine
-the period of the extension under subsection. (g); -
. (D) & brief description of the activities undertak-
- en by the applicant during the :applicable regula- -
-tory review. period with respect to the approved
‘product and. the. slgmﬁcant dues apphcable to
such activities; and

:«:(E) such patent or other mformatlon as the Com ;

- mnissioner may.require.. .. - -
(2)(A) Within sixty days of ‘the submntta! of an ap-
plication :for .extension: of the term of a patent: under

paragraph: (1), the:Commissioner shall notify the Sec-
- retary::of ‘Health. and - Human Services if the: patent -
clairiis ‘any: huwman :drug ‘product, s medical ‘device, or™
afood: edditive or color additive'or a methiod of using -
or: manufacturing’ such-a product;-device; or additive -
and-if the product; device, and additive are sibject to-
the:Federal Food, Drug, .and Cosmetic Act, of the ex- -
tension application and shall submit to-the Secretary a
copy:of the - application. - Not- later  than 'thirty days -
after. the receipt-of an apphcatlon from the :Commis--
swner, the Secretary shall: review the dates contained -
in -the: application’ pursuant-to’ partgraph (1)(C) and -
determine :the -applicable regulatory ‘review - period,
shall notify the Commissioner of :the determmatlon,g
and shall publish in the Federal Regtster a notlcc of

such determination.

®B)(i@) ¥ a petition is: subnuttod to the Secretary
under subparagraph (A), not: later than one hundred
and eighty days after the publication of the determi-
nation under subparagraph (A), upon which it may
reasonably be determined’ that the applicant did not
act with due diligence during the -applicable regula-

tory review period, the Secretary shall, in accordance -

with regulations promulgated-by. the Secretary deter-
mine if the applicant acted with due diligence during
the appllcable regulatory review period. The Secre-
tary shall make such determination not later than
ninety days after the receipt. of such:a petition. The
Secretary may not delegate the authority to make the
determination prescribed by this subparagraph to an
office below the Office of the Commissioner of Food
and Drugs. - -

(ii) The Secretary shall notify the Commissioner of
the determination and shall publish in the Federal
Register a notice of such determination together with
the factual and legal basis for such determination.
Any interested person may request, within the sixty-
day period beginning on the publication of a determi-
nation, the Secretary to hold an informal hearing on
the determination. If such a request is made within
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was the subject of the hemng and notlfy the Commis
stonerofanyrevisiouofthedeterminmmdshull
publish dny such revision in the Federal Register.

(3) For the purposes of paragraph (2X(B), the term
“due diligence™ means that degrée of attention, con-
tinwous: directed effort, and timeliness as may reason-
ably be expected from, and are ordinarily exerc:sed
by, a person during a regulatory réview period. -

(4)Anapplmnonfortheextenmonofmetermofa

patent ‘is -subject to the: dtsclowre reqmrements pre-’

scribed by the Commissioner.

(e)(1): A:- determinstion that & putent 8 ehgxble for" ,
extension may: be mude by the’ Commmoner s;elelyf

onthebustuofthe

section (a)nndthatthemqnirmﬂ mof‘.fr.‘ etion @)

have :béen s cosplied | :with; the':

issue - to the applicant for the extensxon ot' the ﬁerm Of'i"?]j-‘
the: patént ‘& ‘certificate of- extension, under seal, for °
the period : prescribed : by ‘subsection -(c).- Such' certifi- '+’
te:ghall be recorded in the- official file of the:patent
shall be: considered as ‘part of the original patent. .
(2).1f - the term: of = patent:for which an apphcatron -
has been submitted under subsection (d) would expire:
before 'a certificate of extension’is-issved’ or denied.
under :paragraph (1) respecting the application,  the:
Commissioner shall extend; until such determination is
made,the term’ of the patent for periods of up to one.

year if he determmes that the patent ig ehglble for ex-
tension. ;.
() For purpooes of this sectlon
(l) The term ‘product’ means:
- (A)A human drug product.

®B) Any medical devnce, food addmve, or
color ‘additive ‘subject to regulation under the
- Federal Food, Drug, and Cosmetic Act.
(2) Theé terin “human drug product” means the
active ingredient of a new drug, antibiotic drug,
or human biologicel product (as those terms are
used in the Federal Food, Drug, and Cosmetic
Act and the Public Health Service Act) including
any salt or ester of the active ingredient, as a
single entity or in combination with another
active ingredient.
(3) The term “major health or environmental ef-
fects test” means a test which is reasonably relat-
ed to the evaluation of the health or environmen-
tal effects of a product, which requires at least six
months to conduct, and the data from which is
submitted to receive permission for commercial

PATBNTLAWS o ‘
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uurkm of use. Pernods of tuulym or eva!m-
uon wmmmmmmﬁcwmm

‘(4)(A)Any ﬂ"'cetosectionSSl maremme
~to section 351 of the Public Health Service Act.
. (B) Any referencetosectwnsm 508, 507 or 515
“is & refererice to section 503; 305, 507,or51$of
the Federal Food, Drug, and Cosmetic Act.
(5) The term “informal hearing" hizs the meaning
prescribed for such term by section 201(y) of the
Federal Food, Drug, and Cosmetic Act.
(6) The term “patent” means a patent issued by
the United States Patent and Trademark Office.
(8) For purposes of this section, the term “regula-
tory review period” has the following meamngs
(1XA) In the case of a product which is a human
'drugproduct, the term means the period de-
scribed in subparagraph (B) to which the limita-
- tion described in’ paragraph @ applies. -
(B) The regulatory review period for a human
 drug product is the sum of— -

R (n)thepenodbegmmngonthedateanexemp-
;,non under subsectton (i) of section: 503 or subsec-
tion (d) of section 507 became effective for the
approved human drug product and ending on the
“date an” apphcatmu ‘was' initially’ submittéd for
“such drug ptoduct under section’ 351, 505 or 507,
‘and

(u') the penod begmmng on the date the apph
cation was initially submitted for the approved
“human drug product under section 351, subsec-
tion (b) of section 505, or section 507 and endmg
‘on the date such applcatlon was approved under
such section.
2XA) In. the case of a product whlch is a food
additive “or. color additive, the term means the
period described in subparagraph (B) to which
the limitation described in paragraph (4) applies.
(B) The regulatory review period for a food or
color additive is the sum of—

@i) the penod beginning on the date a major
health or environmental effects test on the addi-
tive was initiated and ending on the date a peti-
tion was initially ‘submitted with respect to the
product under the Federal Food, Drug, and Cos-
metic Act requesting the issuance of a regulatton
for use of the product, and

(ii) the period beginning on the date a petition
was -initially submitted with respect to the prod-
vct under the Federal Food, Drug, and Cosmetic
Act requesting the issuance of a regulation for
use of the product, and ending on the date such
regulation became effective or, if objections were
filed to such regulation, ending on the date such
objections were resolved and commercial market-
ing was permitted or, if commercial marketing
was permitted and later revoked pending further
proceedings as a result of such objections, ending
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device is the sumof— . pﬂeatmthoutenmxnmtfmeapphmt_«

(i)thepenodbemnmnsonthedneohclini-
‘ on humans involving the device
wasbegunmdendmgonthedﬂemepphcmon
was umully submitted with respect to the devnce
under section 515, and :

(ii) the period begmmng on the dnte an applics-
tion was initially submitted with respect to the
device under section 515 and ending on the date
such spplication was approved under such Act or

_(l) meels the tequxremenu ofuctxon 112 of tlm
2) has comphed w1th the reqmrements for prmt- ‘

mg.usetforthmreguIaMmoftheCommwon- 2

(3) waives the nght to receive a patent on the il
vention within such period. as may be pteacnbed

- by the Commmswner, and

(4) pays application, . pubhcaﬁon, and other proc-' g

. essing fees established by the Commissioner. .

the period beginning on the date a:notice of com-  y¢ an interference. is. declared with respect.to such. a

pletion of a- product. development protocol. . was application, a statutory invention. resutmtlon may not . -
. initially submitted under. section SIS(XS) and e published, unless the issue of priority of invention is

ending on the date the. protocol. was. declared finally determined. in favor of the spplicant.:: fo

Completed under section 515()(6). (b). The Waiver under: subsection (a)(3) of this sec-

‘determined ‘under any of the preced- bhmm:::
s 7y to"'the follo g lumta- m an eppllcant shall take effect: upon pu ica :

1 (c) A statutory invention registration: publnhed pnr
patent involved was issued after the  suang to this section shall: have:all: of . the attributes -

inyention: fegisteation. :

Syl

" date of the ensctment of thxs secnon, the penod spec:ﬁed for patents in. this title except those specified:-
of extension determined on the basis of the regu- in section..183 and sections-271 through 289 of :this: -
latory review period determined under any such title.: A statutory -invention. registration. shall n6t have: -

: -patagraph ‘may ‘not exceed five years.’ = ¢ any, of the attributes specified for patents in any. other ¢
" '(B) If the patent involved was issued before the ~ provision of law. other than. this title. A statutory in- {
date of the enactment of this section and— = vention registration. published :pursuant to this section <
() 110 request for an exemption described in para-  shall give appropriate notice to the public, pursuant to:

graphi (1)(B) was submited, ‘ regulations which the Comimissioner shall issue; of the

(i) no major. health or environmental effects test preceding provisions of this subsection. The inveation
described i paragraph (2) was initiated and no with respect to which a statutory. invention: certificate -

petition for 'a regulatlon or application for regis- is

published is not a patented mvenuon for purposes >

tration described in such paragraph was submit- of section 292 of this title.

ted, or

(d) The Secretary of Cominerce shall report to the- e

(iif) no clinical investigation described in paragraph Congress annually on the use of statutory: invention

(3) was begun or product development protocol
described in such paragraph was submitted,

registrations. Such report-shall include an assessment
of the degree to which agencies of the Federal Gov-

before: such date for the approved product the  ernment are making use of the statutory invention
period of extension determined on the basis of the reg!stratson system, the degree to which it aids. the

regulatory review period determined under any management of federaily developed technology, and
such paragraph may not exceed five years. . an assessment of the cost savings to the Federal Gov-

(C) If the patent involved was issued before

ernment of the use of such procedures.

the date of the enactment of this section and if an (Added May 8, 1985, Pub. L. 98-622, § 102(a).)

action described in subparagraph (B) was taken
before the date of the enactment of this section

with respect to .the approved product and the See.
commercial marketing or use of the product has 161.
not been approved before such date, the period :gg
of extension determined on the basis of the regu- 164.

CHAPTER lS—PLANT PATENTS

Patents for plants.
Deacnpﬁon. claim.

Amnce of Department of Agriculture,

latory review periog determined under such para- §161 Patents for plants

graph may not exceed two years.

() The Commissioner may establish such fees as Whoever invents or discovers and asexually repro- _
the Commissioner determines appropriate to cover the duces any distinct and new wvariety of plant, includingd
costs to the Office of receiving and acting upon appli- cultivated sports, mutants, hybrids, and newly found
cations under this section. seedlings, other than a tuber propagated plant or a
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. plant ‘fo? d in an uncultivated mte, my obuin &
pnteﬁ ‘therefor, subject to the“ eonditlom md requ
\ ments of this title. e
, The' t:ovhionsofthistitle rehungtopctemform-
otherwise pro
(uly 19, 1952, ch., 950, 66 Stat, 804 Sept 3 1954,
ch 1259, 685&&(- 1190.) _

8162 Ducthtﬂou, clnlm . .

No plant patent shall be declared invalid for non-
compliance with section 112 of this title if the descnp-
nonisucompleteastsreasonablypom'blc

Thecldmmthespec:ﬁcattonshanbemformal

terms to the plant shown and described.

Quly’ 19, 1952, ch 950 66 Stat 804)

5163 Grant -
lntheeaseofaplantpatentthegrantshallbeof

‘the right to ‘exclude others from asexually reproduc-
" mg ‘the’’ lant of’ sellmg. or usmg the plnnt so repro-

j_‘f',‘( l952.ch.950 66Stat 804) '
5164 /Ameofnemmatof Agri

~* ‘The President may ‘by Executive order dxrect the
“Secretary of ‘Agriculture; in accordance with the: re-
- quests’ of the Commtss!oner, for the purpose of carry-
- ing into’ effect the provisions of this-title with respect
“to ‘plants ‘(1) :to. furnish available information - of ‘the
Department of Agriculture, (2). to: conduct -through
the appropriate bureau or division of the: Department
research upon gpecial problems, or (3) to detiil to: the
Commnsstoner omcers and employees of the Depart

- ment.

(July 19, 1952, eh 950, 665tat 804.)
CHAPTER 16—DESIGNS

171. Patents for designs.

172 Riglt of priowity. -

173. Term of deugn patent.

§ 171 Patents for designs

- Whoever invents any new, original and ornamental
design for an article of manufacture may obtain a
patent therefor, subject to the conditions and require-
ments of this title.

The provisions of this title relating to patents for in-
ventions shall apply to patents for designs, except as
otherwise provided.

(July 19, 1952, ch. 950, 66 Stat. 806.)

§ 172 Right of priority

The right of priority provided for by section 119 of
this title and the time specified in section 102(d) shall
be six months in the case of designs.

(uly 19, 1952, ch. 950, 66 Stat. 805.)

§173 Term of design patent
- Patents for designs shall be graated for the term of
fourteen years.

shall” apply o patents for plmu. except as
yvided. .

. ' 181 JSecrecy of cemm nventlom and vmhholdmg ol"pa -
182.° Abmdonmem or inventmn for umuthoriud disclomre j k
183, Right of compemat:on ;
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184. Filing of application in foreign country.
183. : Pstent barred for ﬁlmg vmhout hcense
186. Penalty. S
187. Noupplmbthty to cemm pmom

.. 188. Rules and regulations, deleganon of power

‘Secrecy of certain’ inventims\ and with-
holdlng of patent BERERE
Whenever pubhcatxon or dtsclosute by the grant of

§ 181

upon being 5o notificd shall 'order ‘that the ‘invéntion

-:-bekept secret’and shall withhold: the grent of 4 patent

therefor under the conditions: set:forth heréinafter.
- Whenever the publication. or disclosure. of aninven-

. tion by the granting of a patent, in-which the Govem-
- ment-does:not. have a property. interest,. might, in the
-...opinion ‘of .the. Commissioner; . be. detrimental , to. the
.+ national . security, he shall make the .application . for
© "patent in: which. such invention s disclosed available
-+ for inspection to: the Atomic Energy Commission;: the
. Secretary of Defense, and the chief. officer of any
. other department or-agency: of the Government. desng-
. nated by:the: Presndent as @ defense agency of the
- United States. !

Each mdwndué,t to whom the appheatlon is dis-

| closed ' shall  sign a dated acknowledgment - thereof,

which -acknowledgment shall be entered in-the file of
the -application. If, in: the opinion of the: Atomic
Energy Commission, the Secretary of a Defense De-
partment, or the chief officer-of ‘another: department
or agency so designated, the- pubhcatton or disclosure
of the invention by the granting: of a:patent :therefor
would be detrimental to the national security, the
Atomic Energy Commission, the Secretary of a De-
fense Department, or such other chief officer shall
notify the Commissioner -and the Commissiofier shall
order that the invention ‘be kept secret and shall with-
hold the grant of a patent for such period as thé na-
tional interest requires, and notify the applicant there-
of. Upon proper showing by the head of the depart-
ment or agency who caused the secrecy order to be
issued that the examination of the application might
jeopardize the national interest, the Commissioner
shall thereupon maintain the application in a sealed
condition and notify the applicant thereof. The owner
of an application which has been placed under a se-
crecy order shall have a right to appeal from the
order to the Secretary of Commerce under rules pre-
gcribed by him.

Rev. 1, Oct, 1968



§ 182

Aninventnonabdlnotbectdemdheﬁlecretmd
__the grant ofa patent withheld for a period ofmore
f‘furdentthéeud iereof, or et the ead’ ofmyrmewal
period, for additional periods one’ year upon totifi-
cation by the hesd of the department or the chief offi-
cer of the sgency who caused the order to be issued
that an affirmative determination hss been made that
the national interest continues 80 to require. An order
in effect, or issued, during a time when the United
States is at war, shall remain in effect for the duration
of hostilities and one year following cessstion of hos-
tilities. An order in effect, or issued, during & national
emergency declared by the President shall remain in
<-effect for the duration of the national emergency and
six months thereafter. The Commissioner may rescind
. any order upon notification by the heads of the de-
_ partments and the chief officers of the agencies who
) caused the order to ‘be msued that the publlcatlon or

,l“,SZIch 50, 66 Stat. 805.)

182 Abandosment of invenﬂm for unauthor-
Y The mventxon d:sclosed inan apphcat:on for patent
“jsubject to"an order ' made pursuant to. section 181 of
*‘this- title may - be held abandoned upon its being estab-
- ‘lished by the: Commissioner ‘that in- violation: of said
“+' order the invention has been published or disclosed or
' that an ‘spplication for a patent therefor has been filed
"-in"& foreign ‘country by the inventor, his: -SuUCCessors,
" assigns, of legal representatives, or anyone in:privity
“-with him or them, without the consent.of the Com-
- missioner. The abandonment shall be held to have oc-
curred as of the time of violation. The consent of the
Commissioner shall not be given without the concur-
rence of the heads of the departments and the chief
officers of the agencies who caused the order to be
-issued. A holding of abandonment shall constitute for-
- feiture by the applicant, his successors, assigns, or
- legal representatives, or anyone in privity with him or
them, of all claims against the United States based
upon such invention. - .
(uly 19, 1952, ch. 950, 66 Stat. 806)

§ 183 Right to compensatlon
An applu:ant, his successors, assigns, or legal repre-
sentatives, whose patent is withheld as herein provid-
ed, shall have the right, beginning at the date the ap-
plicant is notified that, except for such order, his ap-
plication is otherwise in condition for allowance, or
February 1, 1952, whichever is later, and ending six
years after a patent is issued thereon, to apply to the
“head of any department or agency who caused the
order to be issued for compensation for the damage
caused by the order of secrecy and/or for the use of
the invention by the Government, resulting from his
disclosure. The right to compensation for use shall
begin on the date of the first use of the invention by
the Government. The head of the department or
agency is authorized, upon the presentation of a

' Rev. 1, Oct. 1985
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- reason of the -order. of secrecy amd/for
- : Government-.of -the .invention resulting. from- his -dis-
- closure.. The: right to compensation. foruseslnllbegm

and pay to such applmnt, 'his successors,

legal representatives, & euim .not . exceeding: 73 per
centum of the sum- whlchtheheadoftheﬂepumem
or agency congiders just compensation for the damage

~and/or use. Aclnmantmaybnngsmtagmthe

United States in the United States Claims Coust or in
the District Court of the United States for the district
in which such claimant is & resident for an amount
which when added to the award shall constitute just
compensation for the damage and/or use of the inven-
tion by the Government. The owner. of any patent

. issued upon an application that was subject to a secre-
-..cy, order. issued. pursuant. to section 181, of this utle,

who did not apply for compensation as above pr
ed,shallhavethenght,aﬁetthedateof:ssumceof
such patent, to bnng smt in the United States Claims
Court for just comipé forthedmgecamedtgz
use. by

on ‘the. date ‘of ;the first-use of the invention: by .the

;:“Govetnment In & suit-under - the -provisions . of . this

* section the :United: States : may -avail. itself of -all :

-fenses.it may plead in ‘an action: ‘under section. 1498
title 28.: This section:shall not confer: & right. of actio!

on anyone or his successors,: assigns, . or legal-repre-
sentatives who, while in the full-time employment or
service of the United States, discovered, invented, or
developed the invention on whxch the claim is based.

@uly 19, 1952, ch. 950, 66 Stat. '806; Apr. 2, 1982
Pub. L. 97-164, title I, § 160(a)(12), 96 Stat. 48.) -

§ 184 Filing of application in foreign eountry

Except when authorized by a license obtained from
the Commissioner a person shall not filé: or ‘cause or
authorize to be filed in any foreign country.prior to
six months afier filing in the United States an applica-

.- tion for patent or for the reglstratlon of a utlllty

model, industrial design, or model in respect of an in-
vention made in this country. A license shall not be
granted with respect to an. invention subject to an
order issued by the Commissioner pursuant to section
181 of this title without the concurrence of. the head
of the departments and the chief officers of the agen-
cies who caused the order to be issued. The license
may be granted retroactively where an application
has been inadvertently filed abroad and the applica-
tion does not disclose an invention within the scope
of section 181 of this title.

The term “application” when used in this chap
includes applications and any modifications, am'
ments, or supplements thereto, or divisions thereof.

(July 19, 1952, ch. 950, 66 Stat. 807.)

L—20




X

atwu.thdlnotreoaveevmmdsmpotentform
invention if that person, or his successors, assigns, or
legal. representatives. shall,, without' procuring ‘the li-
cenge prescribed inm section 184 of - this: title, have
- made, or consenied: to or assisted - anothei’s: making,

- application in a foreign country for a petent or. for the

- registration of & utility .model, industrial design,: or

- model - in respect of the invention. A United. States
potentusuedtosuchperson,lusmcceuors,msns,
_or legal representatives shall be invalid.

(July 19,:1952, ch 950, 668tat 807.)

§ 186 Peulty

- Whoever, during the penod or penods of tlme an
mventlon has been ordered to be kept secret and the
_grant of a patent thereon withheld pursuant to section
;, 181 of . this title, shall, with knowledge of such order
and. without ;due. ‘authorization, , willfully.. publmh ‘or
discloge or. authonze or-cause: to be; publwhed or dis-

invention; or. material i 0 with re-

cation for patent or for the reglstratton of a wutility
-model; -industrial design, or. model in respect of any
.invention. made in the United States, shall;: ‘UpOn Con-
. vigtion,, be fined not more than $10,000 or tmpnsoned
\ for not more.than two.years, or both.. )

- i(July: 19,1952, ch. 950, 66 Stat. 807)

‘§ 187 “Nonspplicability to certain persons

The prohlbmons and penaltxes of this. chaptet' shall
not apply to any officer or agent of the United States
acting within the scope of his authonty, nor to any
person acting upon his written instructions or permis-
sion.

(Iuly 19, 1952 ch..950, 66 Stat 808)

§ 188  Rules and regulations, delegation of power

‘The Atomlc Energy Commmsxon. the Secretary of
a defense department, the chief officer of any other
department or agency of the Government. designated
by the President as a defense agency of the United
States, and the Secretary of Commerce, may separate-
ly issue rules and regulations to enable the respecttve
department or agency to carry out the provisions of
this chapter, and may delegate any power conferred
by this chapter.

(July 19, 1952, ch. 950, 66 Stat. 808.)

CHAPTER [18] 38-—PATENT RIGHTS IN INVEN-
TIONS MADE WITH FEDERAL ASSISTANCE

See.

200. Policy and objective.

20t. Definitions.

202. Disposition of rights.

203. March-in rights.

204. Preference for United States industry.
205. Confidentiality.

3 Ver,; 'vmlanonofthepmvx- - ‘the
&xom of section 184 -of this.title, shall file:or. cause or - “or
_suthorize to, be, filed.in any. foreign-country. an-appli--

;"§zo1 Deﬂnitions

L=21

Itisthepoheyandobgecnve oftheConm‘touse

thepotentsyﬂemtopromotetheuﬁmmofmven-

tions arising from federally supported research or de-
velopment; ' to encourage maximum participation of
small- business firms: in federally supported research
and development efiorts; to promote collaboration be-
tween commercial - concerns’ and nonprofit organiza-

-tions, including universities; to ensure that inventions

made by ‘notiprofit organizations and - small’ business

-ﬁrmsareusedmamannertopromotefreeeompeu

As used in this’ chapter-— LT e

© (a) The'term “Federal agency” means’ ‘any- execu-
“tive’ agency ' as defined in ‘section ‘105 of tntle 5
United States Code, and the military de
as defined by section. 102 of title. 5, United States
Code. o

" (b) The term’ “ﬁmdmg agreement” Y eans _any

contract, grant, or cooperatzve ag eement entered
into between any Federal agency, 'other than the
Tennessee Valley Authonty. (
for the performance of experime tal, develop-
_mental, or research work funded in whole or. in
part by ‘the Federal ‘Government. Such: term in-
cludes any assngnment. substitution of parties, or
subcontract of any type entered into for the per-
formance of experimental, developmental, or. re-
search work under a funding agreement as ‘herein
defined. N -
{c) The term “contractor” x'n'eans any person.
small business firm, or nonprofit. organization that
is a party to a funding agreement. . o
(d) The term “invention” means any mventlon or
discovery which is or may. be patentable or ‘oth-
erwise protectable under this title or any novel
variety of plant which is or may be protectble
under the Plant Variety Protection Act (7 U.S.C.
2321 et seq.).
(e) The term ‘“‘subject invention" means any in-
vention of the contractor conceived . or first actu-
ally reduced to practice in the performance. of
work under a funding agreement: Provided, That

'f('f'k'."?l.o o“olm




o 38 M ‘ . @ s
Variety Protection: Act: (1 U.8.C.~2401(d)) must
‘also oocur during the- p«iod of eonubet perform-
ance.
(O The term “practical applic
manufacture in the case of a eompon‘
product, to practicé ln'the case of @ process

: mhod.ortoopememthemeohmhmeor
. system; and, in each case, uader such conditions
- a8 o esteblish that the invention is being utilized
and that: iis benefits are to the extent permitted
by law or Government regulations available to

' vthepublnconreuombleterms -

. {g) The term “made” when used in relanon to
any invention . means the - eonceptnon -or .- first

... sctual reduction to. practtee of such invention. .

; _(h) The term * smallbunnecsﬁrm”meansasmall

.. business concern- udeﬁned at section 2 of Public

- Law. 85-536.(15 U.S.C.. 632). and lmplementmg
: .reguht:ons_ of -the Admmxstrator of the Smy

under “section’ 501(a) of the Interna! )
Code (26 U.S.C. 501(a)) or any nonprofit scientif-
ic or educational organxzatton qua“hﬁed under
State nonprofit organization statute. .
-(Added. Dec. 12, 1980, Pub. L. 96—517 §6(a), 94
'fStat. 3019; Amended Nov. 8 1984 Pub L 98—620
5501(1)and(2)) T

§202 - Disposition of fightx

(a) Each nonprofit orgamzatlon or small busmess
firm may, within a reasonable time after disclosure as
requu'ed by paragraph (c)(l) of this section, elect to
retain title to any subject invention: Provided, however,
That a funding agreement may prowde otherwise (i)
when the contractor is not located in the United
States or does not have a’place of business located in
the United States or is subject to ‘the control of a for-
eign govemment, (u) in exceptlonal cu’cumstances

invention will better promote the pollcy and’ objec-
tives of this chapter or (iii) when it is determined by a
Government authority which is authorized by statute
or Executive order to conduct foreign mtelhgence or
counter-intelligenice activities that the restriction or
elimination of the right to retain title to any subject
invention is necessary to protect the security of such
activities or, (iv) when the funding agreement in-
cludes the operation of a Government-owned, con-
tractor-operated facility of the Department of Energy
primarily dedicated to that Department’s naval nucle-
ar propulsion or weapons related programs and all
funding agreement limitations under this subparagraph
on the contractor’s right to elect title to a subject in-
vention are limited to inventions occurring under the
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il J“"&Y‘l“é:"jggf g

ﬁ'rheught: nfthe uonpm&omziwmr mw
‘ness: firm chsll be:
fmh(c)ofthusectionmdtheotherpmvm
“thnehepter

subject to- the provisions of-

(b)(l)Tbenghtsot‘theGovemmentundermbeec

'm(a)shaﬂnbtbeexercuedbya!?ederdwy
-unless it firdt determines that at least one of the condi-
- tions identified in clauses (i) through (jii) of subsection

(a) exists. Except in the case of subsection (e)(iil), the
agency shall file with the Secretary of Commerce,
within thirty days after the award of the applicable
funding agreement, a copy. of such determinstion. In
the case of a determination under subsection (a)(ii),
the statement shall include an analysis justifying the
determination. In the case of determinations applica-

‘bleto funding agreements with sinall business firms,
:veopres shall also'be. sent to the: Cluef Counsel for ‘Ad-

“Secretary of Commerce belreves ‘that ‘any " mdrvldual
determination or pattern:of ‘determinations is contrary
- 10 the’ pehctes and objectives ‘of ‘this chapter or other-
“wise ‘not:in-conformance: with this chapter, The Séc-
“retary-‘shall soiadvise ‘the head “of thé agency 'con-
“cerned and-the Administrator of the Office of Federal
: JProcurement Pol
;’tlons

iov: =“and "reeommend correctlve ac-

(D) Whenever »‘the-=Admxmstrator of the Ofﬁee of

: Federal Procurement Pohcy has’ determined ‘that ‘one
" or more Federal agencies ave utilizing the authonty :t.

clause () or (u) of subsection () of this section in
manner that is contrary to the’ pehctes ‘and ‘objectiv
of this_chapter, .the Administrator. is authorized to
issue regulatlons describmg classes’ of situations in

-~ which" agencnes may not exerelse the authormes of

those clauses.
"(3) At least once each year, the Comptroller Gener-

al shall transmit a report to the Committees on the Ju-

diciary of the Senate and House of Representatives on
the manner in which this chapter is being implement-
ed by the agencies and on such other aspects of Gov-
ernment patent polnctes and practices with respect to
federally funded inventions as the Comptroller Gener-
al believes appropriate.

(4) If the contractor believes that a determination is

contrary to the pohcnes and objectives of this chapter

or constitutes an abuse of discretion by the agency,
the determination shall be subject to the last para-

graph of section 203(2).

{¢) Bach funding agreement with a small business
firm or nonprofit organization shall contain appropn-
ate provisions to effectuate the following:

(1) That the contractor disclose each subject in-
vention to the Federal agency within a reasona-
ble time after it becomes known to contractor
personnel responsible for the administration of
patent matters, and that the Federal Government
may receive title to any subject invention not dis

closed to it within such time. ’
(2} That the contractor make a written electio

within two years after disciosure to the Federal
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_.{‘patent apphcauons on the. sub_;ect mventlon
within such times.

" Provided, 'I‘Iminan cmwhue publicafnon, on
~ sale, or public use, hasimﬁatedthconeyearstat-
utory period in which valid petent pr )
© 7 otill 'be obtained: in'the United' States, the ‘périod
' for election 'may be shortened by the Federal
- =’_-‘lgencymadatetlmun~o¢morethmnxtydays
" prior to the end of the statutory period: And pro-
" vided further, that the Federal Government may
- receive title to any subject invention in which the
+ contractor does not elect to retain rrghts or fanls
to elect rights within such times. =~
(3) That & contractor electing rights in a subject
~ invention agrees 1o file 2 patent application prior

' to any statutory bar date thst may occur ander

-+ ' this title due to publication, on sale, or public- use,
. -and shall thereafter file- correspondmg patent ap-
. . plications in other countries in 'which it wishes to

- retain title within  reasonable ‘times, and that the

- Federal: Government ' may receive title 1o ‘any

subject inventions in the United States: or:other

countries: in which the :contractor has :not filed

(4) With respect to any invention in whlch the
contractor elects’ rights, the Federal ‘agency shall
. have a nonexclusive, nontransferable, irrevocable,

..paid-up license to practice or have practiced for
-or on behalf of the United States any. subject in-

v “vention throughout the world vazded, That the

'7 :__,fundmg agreement may provxde for such. .addi-
 tional rights; including the nght 10 assign or have

_‘,assrgned foreign patent. rights in ‘the. sub_;ect in-
vention, as are determmed by the agency as nec-
-essary _for meeting , obligations of .the United
States under any treaty, international agreement,
arrangement of cooperation, memorandum of un-
derstanding, or similar arrangement, including
~military agreement relatmg to weapons develop-

. ment and production.

“(5) The right of the Federal agency to require
penodlc reporting on the utilization or efforts at
obtaining utilization that are bemg made. by the
contractor or his licensees or ‘assignees: Provided,
That any such mformatlon as well as any infor-
mation on utilization or efforts at obtaining utili-
zation obtained as part of a proceeding under sec-
tion 203 of this chapter shall be treated by the
Federal agency as commercial and financial in-
formation obtained from a person and privileged
and confidential and not subject to disclosure
under section 552 of title 5 of the United States
Code.

(6) An obligation on the part of the contractor, in
the event a United States patent application is
filed by or on its behalf or by any assignee of the
contractor, to include within the specification of
such application and any patent issuing thereon, a
statement specifying that the invention was made

_ the conttactor), (B) a requ!remept that the can
tractor 'share royaltles with the inventor; (C)
 except with respect to & funding agreement for
 the operatlon of a. Govemment-owned-contrac-
., tor-Operated. facrllty, a requxrement that the bal-

. ance of any. royaltxes or -income earned by ‘the
“contractor with respect to subject inventions,

- . after payment of expenses (including payments to
. mventors) incidental to the administration of sib-
- Ject mventrons, be ,utxhzed for the support of sci-

. mmxstratxon of subject rnventrons. 100 percent of
.. the balance of any.. royaltles or income. earned
" and retained by the contractor durmg any fiscal
year up to an amount equal to 5 percent of the
annual budget of the facility, shail ‘be uséd by the
contracter . for scientific . sesearch; development,
and - education consistent with the research and
development mission and objectives of the facili-
ty, including ectivities that increase the licensing

- .. potential of other .inventions of the facility; pro-

-vided that if said balance exceeds 5 percent of the
annusl budget of the facility, that 75 percent of
such excess shall be paid to the Treasury of the
United States and thée remaining 25 percent shall
be used for the same purposes as described above
in this clause: (D); and (ii) that, to the extent it
provides the most: effective: technology transfer,
the licensing of subject inventions shall be admin-
istered  by. contractor employees on location at
the facility.

" (8) The requirements of sections 203 and 204 of

" this chapter.

{d) If a contractor does not elect to retain title to a
subject invention in cases subject to this section, the
Federal agency may consider and sfter consultation
with the contractor grant reguests for retention of
rights by the inventor subject to the provisions of this
Act and regulations promulgated hereunder.

(¢) In any case when a Federal employee is a coin-
ventor of any invention made under a funding agree-
ment with a nonprofit organization or small business
firm, the Federal agency employing such coinventor



and a wnttenjustlﬁcatlon has been sxgned by theshead
of the agency. Any ‘such provision shall clearly state
whether ‘the licensing ‘may be required in connection
with the practrce of a subject invention, a specifically
ldentlﬁed work object, or ‘both. The" head of the
ageucy may not delegate the authority to approve
prov:s ns‘or s:gn Justlﬁcatlons reqmred by thxs para-

review ‘of 'such deternunatlon shall be- bmught within
stxty days aftet nottﬁcatmn of such determmatnon :

§203 erch-in rights T
(1) With respect to any subject mventton in- which

a small business firm or nonprofit- organization has ac-
quired - title under this chapter, the Federal agency
pvnder whose funding agreement the subject invention
was made shall' have the right, in accordance with
such procedures as are provided in regulations pro-
mulgated hereunder to require the comtractor, an as-
signee or: exclusive: licensee of a subject invention to
grant a nosexclusive, partially exclusive, or. exclusive
license in any field of use to a responsible applicant or
applicants, upon terms. that ere reasonable under the
circumstances, aad if the contractor, assignee, or ex-
clusive licensee refuses such request, to grant such a
license itself, if the Federal agency determines that
such-—

(a) action is necessary because the contractor or

assignee has not taken, or is not expected to take

within  a reasonable time, effective steps to

achieve practical application of the subject inven-

tion in such field of use;

(b) action is necessary to alleviate health or

safety needs which are not reasonably satisfied by

the contractor, assignee, or their licensees;

(c) action is necessary to meet requirements for

public use specified by Federal regulations and

such requirements are not reasonably satisfied by

the contractor, assignee, or licensees; or

Rev. 1, Oct. 1506
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 mined pursaast 10 section 208,
Q)Adaammmettothuncuonmsec-
nonZOZ(b)«)shallnotbcsubjecttotheCoanm-

putes Act (41 U.S.C. § 601 et seq.). An adminisirative
appeals procedure shall be established by regulations
promulgated in sccordance with section 206. Addi-
ttoully. any contrector, inventor, assignee, or exclu-
sive licensee adversely affected by a determination
under this section may, at any time within saxty days
afier: the determination is issued, file a petition in the
United States Claims Court, which shall have jurisdic-
tion to determine the appeal on the record and to
affirm, reverse, remand or modify, *, as appropriate,
the determination of the Federal agency. In cases de-
scribed in paragraphs (a)-and (c), ‘the-agency’s deter-
minstion shall: be:held .in abeyance . pending: the ex-
haustion of . appeals or: petmom ﬁled under the pre-
eedmg gentence. : P
«(Added Dec: 2 1980 Pub .-96—517 §6(a),

Stat!’'3022; ‘Amended ‘Nov. 8, 1984 Pub L 98—620

§ 501(9)) o
§204 Preference for U-ited States industry

Notwnthstandmg any other: provnslon of - this chap-
ter, no small business firm ‘or nonprofit orgammtlo:.

which receives title to any subject invention and n
assignee of any such’ small business firm or nonprofit
orgamzatlon shall’ grant to any' person the exclusive
nght to use or sell any subject invention in the Umted
embodymg the subject mventxon or produced through
the use of the subject invention will be manufactured
substantlally in the United States. However, in indi-
vidual cases, the requirement for such an agreement
may be waived by the Federal agency ‘under whose
funding agreement the invention was made’ upon &
showmg by the small business firm, nonprofit organi-
zation, or assignee that reasonable but unsuccessful ef-
forts have been made to grant licenses on similar
terms to potential licensees that would be likely to
manufacture substantmlly in the United States or that
under the circumstances domestic manufacture is not
commercm]ly feasible

(Added Dec. 12, 1980, Pub. L. 96—517 § 6(a), 94
Stat. 3023.) :

§ 205 Conﬂdenﬁality

Federal agencies are authorized to withhold from
disclosure to the public information disclosing any in-
vention in which the Federal Government owns or
may own a right, title, or interest (including a nonex-
clusive license) for a reasonable time in order for a _
patent application to be filed. Furthermore, Federa)
agencies shall not be reguired to release copies of any

document which is part of an application for patent
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§208

filed’ with the' United Statés Patent ‘and Trademark
OMceorwithmyfmppueatom« S

" (Added Dec. 12, 1980, Pub. L. 96—5!7 § 6(a), 94
Stat. 3023.)

§ms Unlfomchuwadreﬂnﬁm

» ’SecremyofCommereemyiuuereguhﬁons
whlch.mybemadeapleetoFedemlagm
1g the provisions of sections 202

mofmkchtptermdshaﬂmbmhmdudfmd
ing sgreement provisions required under this chapter.
’lheregulatxmsmdthestandardﬁmdmgagreement
. shall’ be subject to pnbhc coment before thelr issu-
ance.

(Added Dec. 12, 1980 Pub. L. 96-517, § 6(a), 94
Stat. 3023; Nov. 8, 1984, Pub. L. 98-620, § 501(10).)

?'5207 Domeeticmdforeiu pmtection offedenl
Iy owned inventions
(a)EachFedenl sgencyrsauthonzedto— -
- () apply for, obtain, and maintain . patents or
other forms of protecnon in the: United States
..and in foreign countries on inventions in.which
the’ Federal Govemment owns a nght, title, or
mtereat,
(2) grant’ nonexcluswe, exclusve, or pamlly ex-
clusive licenses under federally owned patent ap-
plications, patents, or other. forms of protection
..., obtained, royalty-frec or _for royaltm or other
' ”consaderatxon, and on such. terms and conditions,
including the grant to the hcensee of the right of
‘enforcement pursuant io’ the provisions. of. chap-
ter 29 of this fitle as determined appropnate in
“the publnc interest;
(3) undertake all othcr suitable and necessary
steps to_protect and administer rights to federally
owned inventions on behalf of the Federal Gov-
ernment either directly or through contract; and
(4) transfer custody and admxmstratlon, in whole
or in part, to another Federal agency, of the
nght, title, or interest in any t‘edetally owned in-
vention.

(b) For the purpose of assuring the effective man-
agement of Government-owned inventions, the Secre-
tary of Commerce is authorized to—

(1) assist Federal agency efforts to promote the
licensing and utilization of Government-owned
inventions;

(2) assist Federal agencies in seeking protection
and maintaining inventions in foreign countries,
including the payment of fees and costs connect-
ed therewith; and

(3) consult with and advise Federal agencies as to
areas of science and technology research and de-
velopment with potential for commercial utiliza-

tion.
. (Added Dec. 12, 1980, Pub. L. 96-517, § 6(a), 94
Stat. 3023; Amended Nov. 8, 1984, Pub. L. 98-620,

§ s01(11).)

other then i
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‘meSecrewyoA’Commeroeumthodudtom

mumte_ the terms and. condi-

tions upon which any federally, owned invention,

39 qwnedbytheTeumeeValley

Authority, mybelicmedonanonexduﬁve,pemal
ly exclusive, or exclusive basis. :

(Added, Dec, 12, 1980, Pub. L. 96-517. 96(1)- 94
Stat. 3024; AmendedNov 8, 1984.Pub L 98-»620
5501(12))

5209 Reurlcﬁou on licemhg of fedenlly

(a)NoFedenlagencyshallgmtanyhcemenndcr
a patent or patent application on a federally owned
mvennonunleutheperwnreqmnngtlwlwemehas
supplied the agency with aplnn for development and/

or marketing of the invention, except ihst any. such

phnmaybetreetedbytheﬁedemlagencyncom
mercial . and financial . information , obtained from. a
peraonandpnvxlesed : ccnﬁdennalmdnotsnbjeet

to disclosure under section 552 of title 5 of the United
States Code.

(b) A Federal ‘hall normally. rant the right

‘ agenc
to use or sell any federally owned invention in .the
United Statesonlytoahcenseethatagreesthatany

products .embodying the  invention or. produced
through the use of the invention will be manufactured
substantially in the United States. = ..

c)(1) Bach Federal agency; may grant exclusnve or
pattmlly exclusive licenses in any invention covered
by a. federally owned domesuc patent or patent appli-
cation only if, afier publnc notice and, opportunity for
ﬁlmg written objections, it is determined. that—

_(A) the interests of the Federal Govemment and
thepnbhcwnllbestbeservedbytheproposedh-
cense, in view of the apphcant’s intentions, plans,
and ability to bring the invention to. practwal ap-
plication or otherwise promote the invention’s
utilization by the public;

(B) the desired practical apphcatmn has not been
achieved, or is not likely expeditiously to be
achieved, under any nonexclusive license which
has been. granted or which may be granted, on
the invention;

(©) exclusive or partially exclusive hcensmg is a
reasonable and necessary incentive to call forth
the investment of rigk capital and expenditures to
bring the invention to practical application or
otherwise promote the invention’s utilization by
the public; and

(D) the proposed terms and scope of exclusivity
are not greater than reasonsbly necessary to pro-
vide the inceative for bringing the invention to
practical application or otherwise promote the in-
vention’s utilization by the public.

(2) A Federal agency shall not grant such exclusive
or partially exclusive license under paragraph (1) of
this subsection if it determines that the grant of such
license will tend substantially to lessen competition or
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, W pcenirati v n ofthe
country :n any “fine of ¢ wﬁ %thctech-
nology to be lidénsed relites; orwcreete’ormaiﬂum
othersituaum ihconsutentvﬁehthc",“ 1

go'to’ small business ﬁ:ms g’f plans’ that ‘ar
determined by the agen’éy be within the capubilitles
‘of the'firms ‘and equally likely, if executed, to bring
the invention {6 practical application as any plans sub-
mitted by applicants that are not small business firms.
. (d) . After. consideration of whether the interests of
the Federal Government or Umted States industry in
foreign commerce will be enhanced any Federal
agency may grant ‘exclusive or purttally exclusive li-
censes in any invention covered by a foreign patent
appllcatmn or ”:tent after publtc notice and opportu-
nity for- ﬁlmg written objections, éxcept that a Feder-
al* agency slmll ::gt ‘grant ‘suclx cxcluslve or partlally
11 hae & \

technology to be licensed relates, or to’create ¢
nmntam he : -‘situauons mconsutent W i
(e) The Federal’ gency shall mamtmn a record of
determmatlons to 'gré‘mt excluswe or partlally exclu-
sive licerises: ** ‘ :
(®) Any grant of a’ license shall contam such, ternis
and conditions' as the Federal agency deterrmn’es ap-
propriate’ “for the protection of the 'interests ‘of the
Federal Government' and 'the pubhc, mcludmg provx-
gions for the followin
(1) petiodic reporting on the utilization ‘or efforts
at obtaining utilization that are being made by the
licensee with particular reference to the plan sub-
mitted: Provided, That any such information may
be treated by the Federal agency as commercial
and financial information obtained from a person
and privileged and confidential and not subject to
disclosure under section 552 of tltle 5 of the
United States Code; ™
(2) the right of the Federal agency to terminate
such license in whole or in part if it determines
that the licensee is not executing the plan submit-
ted with its request for a license and the licensee
cannot otherwise demonstrate to the satisfaction
of the Federal agency that it has taken or can be
expected to take within a reasonable time, effec-
tive steps to achieve practical applicatlon of the
invention;
(3) the right of the Federal agency to terminate
such license in whole or in part if the licensee is
in breach of an agreement obtained pursuant to
paragraph (b) of this section; and
(4) the right of the Federal agency to terminate
the license in whole or in part if the agency de-
termines that such action is necessary to meet re-
quirements for public use specified by Federal
regulations issued after the date of the license and

oy
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are. uommmhly wtl&ﬁw by

10 i

St:t '3024)

in 'subject uxvenuons of small busmees ﬁrms or pon-
profit organizations contractors in'a manner that is in-
consistent with this chapter, including but not neces-
sarily limited to the following: ‘
(1) section 10(a) of the Act of June 29, 1935, as
added by title I of the Act of August 14, 1946 (7
U.S.C. 427i(a); 60 Stat. 1085);
" (2) section 205(a) of the Act of August 14, 1946
(7 U.S.C. 1624(a); 60 Stat. 1090);
(3) section 501(c) of the Federal Mine Safety and
Health Act of 1977 (30.U.S.C..951(c); 83 Stat.
742);
4) section” 106(c) of
‘Motor Vehicle Safety

the National Traffic “and
t of 1966 (15 US.C.

(8 section 12 of the National’ ‘Science Fousidation
““Act of 1950 (42'U.S.C."1871(a); 82 Stat. 360), '
(6) section 152 of the Atomic Energy Act of 1954

" (42US.C. 2182;'68 Stat. 943);
“(7) sectioni 305 of the'N

' Space ‘Act of 1958 (42 U.

' (8) 'séction 6 of the .Coal

Act of 1 JS.C.

" (9) section 4 | 2
1960 (50 u.s 7b; 74 Stat. 920), .
(10) section 32 of the Arms Conirol and starma—
ment Act of 1961 (22 U.S.C. 2572; 75 Stat. 634);
(11) subsection {(€) of section 302 of the Appa-
lachian Regxoual Development Act of 1965 (40
U.SC. App. 302(e); 79 Stat. 5);

(12) section 9 of the Federal Nonnuclear Energy
Research and Development Act of 1974 (42
U.S.C. 5901; 88 Stat. 1878)

(13) section 5(d) of the Consumer Ptoduct Safety
Act (15 U.S.C. 2054(d); 86 Stat. 1211);

(14) section 3 of the Act of April §, 1944 (30

-U.S.C. 323; 58 Stat. 191);

(15) section 8001(c)(3) of the Solid Waste Dispos-
al Act (42 U.S.C. 6981(c); 90 Stat. 2829);

(16) section 219 of the Foreign Assistance Act of
1961 (22 U.S.C. 2179; 83 Stat, 806);

(17) section 427(b) of the Federal Mine Health
and Safety Act of 1977 (30 U.S.C. 937(b); 86
Stat. 155);

(18) section 306(d) of the Surface Mining and
Reclamation Act of 1977 (30 U.S.C. 1226(d); 91
Stat. 455);

(19) section 21(d) of the Federal Fire Prevention
and Control Act of 1974 (15 U.S.C. 2218(d); 8

Stat. 1548);

. eronautlcs and

(230) section 6(b) of the Solar Photcvoltaic'

Energy Research Development and Demonstra-

L—26



B RN
R T

gg:;s).Act of 1978 (42 usc. SSBS(b), 92 Stat
(21) section 12 of the Natwe Lntex Commercial-
rmdeoommeDewelommActoflws
(7 U.S.C. 178(j); 92 Stat. 2533); and - .

- (22) section 408 of the Water Resources and De-
velopment Act of 1978 (42 U.S.C. 7879; 92 Stat.
1360). .

'l'heActcreaungthmchaptetnhdlbeeonstmedto

take precedence over any future Act unless that Act

specﬁmlly cites this Act and provides that it shall
take precedence over this Act.

- (b) Nothing in this chapter is intended to alter the
effect of the laws cited in paragraph (a) of this section
or any other laws with respect to. the disposition of
rights in inventions made in-the performance of fund-

ing agreements with persons other than nonproﬁt or-
gamzatxons or small business firms.

‘(¢) Nothing:in this:chapter is intended to lumt the
authonty of .agencies. {0 .agree: to:the disposition of
rights in inventions made in the performance of work
under funding ‘#greemeénts with persons’ other than
- nonprofit: organizations. or. small business firms in ac-
_cordamce with. the Statement of Government. Patent
.- Policy . issued . on February. 18, 1983, agency, regula
tions, or other -applicable regulations or - to: otherwise
- limit the authority of agencles to allow-such . persons
10 retain ownesship of inventions except that all fund-
ing agreements, including those with other: than small
business firms and nonprofit orgamzatxons, shall .in-
clede the . requirements established in - paragraph
' 202(c)(4) and section 203 of this title. Any disposition
‘of rights in inventions made in accordance with the
Statement or unplementmg regulations, including, any

ition occurring before enactment of this sectxon,

are hereby authorized.

(d) Nothing in this chapter shall be construed to re-
quire the disclosure of intelligence sources or methods
or to otherwise affect the authority granted to the Di-
rector of Central Intelligence by statute or Executive
order for the protection of intelligence sources or

(Added Dec. 12, 1980, Pub. L. 96-517, § 6(a), 94
Stat. 3026; Amended Nov. 8, 1984, Pub. L. 98-620,

§ 501(13).)
§211 Relationship to antitrust laws

Nothing in this chapter shall be deemed to convey
to any person immunity from civil or criminal liabil-
ity, or to create any defenses to actions, under any
antitrust law.

(Added Dec. 12, 1980, Pub. L. 96-517, § 6(a), 94
Stat. 3027.)

§.212 Disposition of rights in educational awards

No scholarship, fellowship, training grant, or other
funding agreement made by a Federal agency primari-
ly to an awardee for educational purposes will contain
any provision giving the Federal agency any rights to
inventions made by the awardee.

(Added Nov. 8, 1984, Pub. L. 98-620, §501(14))

w:#ss
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. PART llI—PATENTS m PROTECTION OF
P 'rm mcm's

Amndmadcomcﬁonoﬂ'm

Orwanrship sad Assignesent. ,

. Government Intorents in Patents. -
Infringewent of Patents. = .
anediufor!nﬁmsemntoﬂ’nenuudomcrAam

CHAPTER 25—AMENDMENT AND
CORREC!‘ION OF PATENTS -

See.

25%. Reisue of defecnve petents.

252. . Effect of reissue.

253. " Disclaimer.

254. Ceruﬁte of oorrect:on of Patent and Trademark Office mis-
e

255. Cenificate of corvection of spplicant’s mmmke

' § 251 Reissne of defective patents

Correction of named inventor.

' When: ver any patent is, through erroi‘ without any

':deoeptxve intention, deemed wholly. or partly inoper-

ative or lnvahd, by reason of a defective specification
or drawing, or by reason “of the patentee claiming
more or less than he had a riglhit- o ‘claim “in- the

.- patent, . the - Commissioner -shall, -on: the -surrender of
-guch: patent: and .the - payment ‘of . the fee reguired by
* law; reissue-the patent for: the invention disclosed in
- the- original - patent, -and in accordance with 'a new and
-amended application, for: the unezpired . part of the

term: of thie original patent. Nonewmmershallbe

- introduced into the apphcatmn for. reissue. -

:The Commissioner may:issue several: relssued pat-

" ents for distinct and séparate parts of the thing patent-
‘ed, upon demand of the- appllcant, aud upon payment

of the required fee for a reissue for esch of such re-
issued patents.

The provisions of this title relating to- applications
for patent shall be applicable to- applications for re-
issue of a patent, except that application. for reissue
may be made and sworn to by the assignee of the

“entire interest if the application does not:seek to en-

large the scope of the claims of the original patent.
No reissued patent shall be granted enlarging the
scope of the claims of the original patent unless ap-
plied for within two years from the grant of the origi-
nal patent.
(July 19, 1952, ch. 950, 66 Stat. 808)

§ 282 Effect of relssue

The surrender of the original patent shall take
effect upon the issue of the reissued patent, and every
reissued patent shall have the same effect and oper-
ation in law, on the trial of actions for causes thereaf-
ter arising, as if the same had been originally granted
in such amended form, but in so far as the claims of
the original and reissued patents are identical, such
surrender shall not affect any action then pending nor
abate any cause of action then existing, and the re-
issued patent, to the extent that its claims are identical
with the original patent, shall constitute a continu-

 Rev. 1, Oct. 1985




date of the atent,

Nommwdpatentshallabndgeoraﬂ'ectthemm
of any person or his successors in business who made,
purchased or used prior to the grant of a reissue amy-
thing patented by the reissued patent; to continue the
use of, or to sell to others to be used or sold; the spe-
cific thing 0 made, purchased or used, unless the
making, using or selling of such thing infringes a valid
claim of the reissued patent which was in the original
patent. The court before which such matter is in ques-
tion may provide for the continued manufacture, use
or sale of the thing made, purchased or used as speci-
fied, or for the manufacture, use or sale of which sub-
stantisl preparatlon was made before the grant of the
reissue, and it may also provide for the continued
practice of eny process patented by the reissue, prac-
tice, or for the practice of which substantial prepara-
tion was made, prior to the grant of kth: Teissue, to the

o Whenever, w:thout any decepuve mtenuem, & cla:m
“of -a patent-i¢ invalid the remaining claims shall not
‘thereby be rendered invalid. ‘A patentee; whether of

. the whole ‘or any sectional: interest therein, may, on
- payment of the:fee required by law, make disclsimer
~of any complete-claim, stating’therein the extent of
his interest in such patent. Such disclaimer shall be in
‘writing, .and :recorded in the Pateat and: Trademark

.Ofﬁce;andltshallthermﬁerbemaderedaspanof

- the original patent: to the extent of the interest pos-
ahlmsessed by the disclaimant and bythoseclaxmmgundcr

. In like manner any patentee or apphcant may dxs-
claim or dedicate to the public.the entire term, or any
terminal part of the term, of the patent granted or to
be granted. .

@uly 19, 1952, ch. 950, 66 Stat. 809 Amended Jan

2, 1975, Pub. L. 93-596, § 1, 88 Stat. 1949.)

§ 254 Certificate of correction of Patent‘ and
Trademark Office mistake

Whenever a mistake in a patent, incurred through
the fault of the Patent and Trademark Office, is clear-
Iy disclosed by the records of the Office, the Commis-
sioner may issue a certificate of correction stating the
fact and nature of such mlstake, under seal, without
charge, to be recorded in the records of patents. A
printed copy thereof shall be attached to each printed
copy of the patent, and such certificate shall be con-
sidered as part of the original patent. Every such
patent, together with such certificate, shall have the
same effect and operation in law on the trial of ac-
tions for causes thereafter arising as if the same had
been originally issued in such corrected form. The
Commissioner may issue a corrected patent without
charge in lieu of and with like effect as a certificate of
correction.

Rev. 1, Oct. 1988

2, 1975, Pub. L. 93-596, § 1, 88 Stat. 1949.)

: (July 19 1952

" who ate not inventors shall not’ invalidate the
‘in which such error occurred if it can’ be cotrécted ‘as
-provided in this section. The court before which such
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(July 19, 1952, ch. 950, 66 Stat. 809; Ammdad Jan

§ 255 mmamum

nature, or of minor
of the Patent and Trademark Office, appésrs in a

-patent: and & showing has been made that such mis-

take occurred in good faith, the. Commissioner may,
upon payment of the required. fee, issue a certificate
of correction, if the cdrrection does not involve such
changes in the patent ss would constitute new miatter
or would require re-examination:: Such patent, togeth-
er-withthe certificate, shall have the same effect and

‘operation -in: law on -the trial of actions for - causes
-thereafter: arising as if the wnehad beenongmally

lssued in such corrected form. -
,ch.950 665tat 809 13mended.lan

Wiléﬁever through error & personmsnamedm ‘an

‘-msued patent-as- the inventor, or through- error-an'in-
‘ventor is ‘not'named in an-issued: patent and such érror
“-arose without any dewpuve intention on: his: part, the
- Commissioner may,’ oni’ application of ‘all- the' parties
-and assignées, with' proof® of the facts and such- other
requirements as ‘may be’ unposed lssued a cemﬁcate

‘cortectmg such error. - . :

~'The eérror of omitting mventors or namm‘

matter is called in guestion may order cofrection of
the patent on notice and hearing ‘of all parties con-

- cerned and the Comnnssnoner shall 1ssue a cemﬁcate
: accordmgly

(uly 19, 1952, ch. 950, 66 Stat. 810; Amended Aug.
27, 1982, Pub. L. 97-247, § 6(v), 96 Stat. 320)

CHAPTER 26—0WNERSHIP AND ASSIGNMENT

See.

261. Ownership; assigriment.
262. Joint owners.

§ 261 Ownership; sssignment

Subject to the provisions of this title, patents shall
have the attributes of personal property. o

Applications for patent, patents, or any interest
therein, shall be assignable in law by an instrument in
writing. The applicant, patentee, or his assigns or
legal representatives may in like manner grant and
convey an exclusive right under his application for
patent, or patents, to the whole or any specified part
of the United States.

A certificate of acknowledgment under the hand
and official seal of a person authorized to administ
oaths within the United States, or, in a foreign coul
try, of a diplomatic or consular officer of the United
States or an officer authorized to administer oaths
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whoeeauthontymprovedbynoemﬂcnteofedtp!o-
F'of “the * United ~ States, or
epoetilleofanomenldenmtedbyafomgnewntry
wm,bymatyormvenuon, sccords like effect to
apoamuof" gnated officials in ‘the United States,
shall be prima facie evidence of the ‘éxecution of an
r‘auianment. grafit or eoﬂveymee of a"p e'nt or appli-
cation for patent. - .
Al assignment, grm or conveyaiice shall be void
. a8 agsinst any subsequent purchaser of mortgagee for
a valusble consideration, without notice, unless it is
recorded in the Patent end Trademark Office within
* three months from its date or prior to the date of such
suboeqnent purchase or morigage.

(July 19,:1932, ch. 950, 66 Stat. 810; Amended Jan.
2, 1975, Pub. L. 93-596, § 1, &8 Stat. 1949; Aug. 27,
1982, Pub. L. 97247, § 14(b). 96 Stat 321)

§ 262 - Joint owners -

 In the' ‘absence of any agreement to the contrary,
-esch of the jjoint owners of a patent may make, use or
‘se!l the patented mventu‘m w:thout ‘the consent of and

<[266. R I 'E - , -

:261. : Time for ukmg action in Govemment appllcetlons -

'[§266 Repealed. Peb. L. 89-83 §8, July 24
© o 1965, 798tat. 261]

§267 Time for taking eetmn in Govemment ap-
plications .

Notwnthstandmg the provns:ons of sectlons 133 and
151 of this title, the Commissioner may extend the
time for taking any action to three years, when an ap-
plication has become the property' of the United
States and the head of the appropriate department or
-agency of the Government has certified to the Com-
missioner that the invention disclosed therein is im-
portant to the armament or. defense ‘of the United
States.

(July 19, 1952, ch 950, 66Stat 811)

CHAPTER 28—INFRINGEMENT OF PATENTS

271 !nfﬁngement of patent.
272. Temporary presence in the United States.

§ 271 Infringement of patent

(2) Except as otherwide provided in this title, who-
ever without authority makes, uses or sells any patent-
ed invention, within the United States during the term
of the patent therefor, infringes the patent.

(b) Whoever actively induces infringement of a
patent shall be lisble as an infringer.

(c) Whoever sells a component of a patented ma-
chine, manufacture, combination or composition, or a
aterial or apparatus for use in practicing a patented
ocess, constituting a material part of the invention,
knowing the same to be especially made or especially

[ PATENTLAWS. . . ...
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t of such patent, and
tyot'eommsmu

entitlod to relwf for

"mfnngement or contributory infringement of s patent

shnllbedemedreliefordeemedwdtyoﬁmm or
dlegelextemmofthepetentmhtb reason of his

, hevmgdoneoneormoreofthet‘ollowms (1) derived

reveaue from. scts which if performed by mother
without his ooment would .constitute coatributory in-
fringement of the patent; (2) licensed or -euthorized

~another to perform acts, which.if performed without

his consent would constitute : contributory .infringe-

“ment of the patent; (3) sought. to enforce his patent
_rights agmnst infringement . or . cont.nbutory mfrmse-
. ment.

(e)(l) It shall not be nn ect of mfrmgement to make.
use, or sell a patented invention. (other than a new
animal drug or veterinary, biological product (as; those
terms are used in the Federal Food, .Drug, and. Cos-
metic Act and the Act of March 4, 1913)), solely for
usesreasoriably ‘rélatéd: to7the develo it and ‘sub-

pment
; nission: of mformatxon under ' Federal -law: wlnch

,/use; ‘or sale of drags.
+(2) It- shall be an' act of infringement to submxt ‘an

'~apphcatton -under section 505()’ of ‘the ‘Federal Food,

Drug, and: Cosmetic:Act "or described in 'séction

.505(b)(2) of such Act-fora drug claimed in a'patent
“ or the use of which is claimed: in a patent, if the ‘pur-

pose of such submission iis: to' obtain approval under
such Act to engage' in-the commercial- manufacture,
use, or sale of a: drug. claimed in a patént of the use of
.which is claimed in 8 patent. before the expiration of
‘such patent o S
(3) I any action’ ‘for patent mfrmgement brought
under this section, no injunctive or other relief may
be granted which would: prohlbtt the making,’ using,
or selling of a patented invéntion under paragraph 1).
(4) For an act of infringement descrlbed tn para-
graph (2)—
(A) the court shall order the effectwe date ‘of any
approval of the drug involved in the infringement
to be a date which is not earlier than the date of
the expiration of the patent ‘which ‘has been in-
fringed,
(B) injunctive relief may be granted against an in-
fringer to prevent the commercial manufacture,
use, or sale of an approved drug, and
(C) damages or other monetary relief may be
awarded agatnst an infringer only if there has
been commercial manufacture, use, or sale of an
approved drug.
The remedies prescribed by subparagraphs (A), (B),
and (C) are the only remedies which may be granted
by a court for an act of infringement described in
paragraph (2), except that a court may award attor-
ney fees under section 285,
(fX(1) Whoever without authority supphes or causes
to be supplied in or from the United States all or &
substantial portion of the components of a patented

B, 5, Cet. 1945



Umwdminamannerﬂnttwouldinﬁnge
patent if such eombimionoecﬁtredwithin theUmted
* States, shall be liable as aii inﬁ‘mxer

(2) Whoever withoot v supplies or causes to
besupp&odinorﬁ'omthet!nitedsmesanyeompo-
neat of a patented inveation that is especially made or
upemllyudupeedfmusemthemvenﬁonmdnota
staple article or commodity of commerce suitable for
substantial nonmfrmgmg use, where su¢h component
is uncombined in whole or in part, knowing that such
component is 80 made or adapted and intending that
such component will' be combined’ outside of - the
United States in a mannér that would' infringe the
patent if such combination occurred wnthm the Umted
States, shall be liable s an infringer.

~(July 19, 1952, ch. 950, 66 Stat. 811; Amended Sept
24,°1984; Pub. L. 98-417, §202 Nov 8 1984 Pub L.
98—622 § wt(a)) e .

_§212 Tmponrypresencein the UnitedSmes
. The .use of any invention in any: véssel; aircraft-or
vehicle. of any  country: which affords ‘similar privi-
Jeges -to vessels, -aircrafi :or: vehicles' of :the’ United
States, entering the United States temiporarily or acci-
dentally, shell -mot constitate infringément of any
- patent, if the: invention .is used: exclusxvely for the
needs of the vessel, ‘aircraft ‘or vehicle and is not sold
in.or used for the manufacture of anything to be sold
in or exported from the United States. -
(July 19, 1952, ch. 950,66 Stat. 812)

CHAPTER 29—REMEDIES FOR INFRINGEMENT
OF PATENT, AND OTHER ACTIONS

See.

281. Remedy for infringement of patent.

282. Presumption of validity; defenses.

283. Injunction.

284. Damsges.

285. Attorney fees.

286. Time limitation on damages.

287. Limitation on damages; marking and notice.

288. Actlon fo: infringement of a patent containing an invalid

289. Addmonal remedy for infringement of design patent.
290. Notice of patent suits.

291, Interfering patents.

292, False marking.

293. Wonresident patentee, service and notice.

294, Voluntary arbitration.

§281 Remedy for infringement of patent

A patentee shall have remedy by civil action for in-
fringement of his patent.

§282 Presumption of validity; defenses

A patent shall be presumed valid. Each claim of a
patent (whether in independent, dependent, or multi-
ple dependent form) shall be presumed valid inde-
pendently of the validity of other claims; dependent
or multiple dependent claims shall be presumed valid
even though dependent upon an invalid claim. The
burden of establishing invalidity of a patent or any

Rev. 1, Oct. 1985

"volvmgtlpcvdndnyormfnnmmofamm :

"the trial, of the ‘country, nu

‘suit. Tn the absence of such notice proof.of the smb

mrmmmmumfmmmymf

shall be

I ¢)) Nomnfrmgement, abcenoe of k:bcluy for in-
fringement or unenforceability, ... . -

(2) Invalidity of the pateat or any. ehm i wt
‘anygmundspeclﬁedmpanllofthnmleaa
condition for patentebility, .. - .

(3) Invalidity of the patent or any clnm in sait
for failure to comply with eny requirement of
- sections 112 or 251 of this title, o
(gAnyotherfwtoractmedeadefensebyﬂus
title ,

In actions involving the validity or infringement of
a patent the party asserting invalidity or: noninfringe-
ment shall give notice in the pleadmgs or otherwise in
writing to the adverse party at least’ ;

numbers of any pubhcat:on to bé relied” upon as an-
ticipation :of the patent in suit or, exéépt i actions in
the United States Claims Court, as showing the state
of the art, and the name and address of amy person
who may be relied upon as the prior ‘inventor or as
having prior: knowledge of or as having ptev:ously
used or offered for sale the invention of the patent. in

matters may not be made at the tnal except on suc
terms s the court requires. <=~ -

Invalidity of the extension of a patent term or any
portion thereof under section 156 of ﬂm title because
of the material failure— :

(1) by the applicant for the extensxon, or
(2) by the Commissioner, :

. to comply with the requirements of such section shall

be a defense in any action involving the infringement
of a patent during the period of the extension of its
term and shall be pleaded. A due diligence determina-
tion under section 156(d)(2) is not sub_]ect to review in
such an action.

(July 19, 1952, ch. 950, 66 Stat. 812; Amended July
24, 1965, Pub. L. 89-83, § 10, 79 Stat. 261; Nov. 14,
1975, Pub. L. 94-131, § 10, 89 Stat. 692; Sept. 24,
1984, Pub. L. 98-417, § 203, 98 Stat. 1603.)

§ 283 Injunction

The several courts having jurisdiction of cases
under this title may grant injunctions in accordance
with the principles of equity to prevent the violation
of any right secured by patent, on such terms as the
court deems reasonable.

(July 19, 1952, ch. 950, 66 Stat. 812.)

§ 284 Damages
Upon finding for the claimant the court shall awardg®
the claimant damages adequate to compensate for thi

infringement, but in no event less than a reasonable@®

royalty for the use made of the invention by the in-
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eourtdnllmthem Ineithereventthccourtmy

incmthedmgesupwﬁueenmestheamount

_ ‘testimony #s ‘an aid
) the' deterministion mAgE orof ‘what royalty
‘woddbemonableundertbemrcumsunces
(Jnly 19 !952 ch. 950, 66 Stat. 813)
§288 Amorneyfou : o
The court in exceptional cases may award reasons-

ble : athorney fees to the prevailing party.
(July l9 1952 ch 950, 66 Stat. 813,) .

5286 “Time liniuﬁon on demages
" Except as otherwnse provrded b“”lawr, no recovcry

before bringing suit, up to six years, be
of receipt of a written cldim- for compensation bythe
department or agency of the Government: havmg an-
thority to settle such claim; and the date-of ©
the Government of & notice to- thcclatmant tbalus
chmhasbeendemedshallnmbecountedaspartof
the period referred to in the preceding paragraph N
(July 19, 1952, ch. 950, 66 Stat. 813.) :

§287Limitationondsmes,markingand
notice <

Patentees, and persons making or selling any pat-
ented article for or under them, may give notice to
the public that the same is patented, either by fixing
thereon the word “patent”. or the abbreviation “pat.”,
together with the number of the patent, or when,
from the character of the article, this can not be done,
by ﬁnng to it, or to the package wherein one or more
of them is contained, a label containing a like notice.
In the event of failure so to mark, 6o damages ghall
be recovered by the patentee in any action for in-
fringement, except on proof that the infringer was no-
tified of the infringement and continued to infringe
thereafter, in which event damages may be recovered
only for infringement occurring after such notice.
Filing of an action for infringement shall constitute
such notice.

(July 19, 1952, ch. 950, 66 Stat. 813.)

§288 Action for infringement of a patent com-
taining an invalid claim
Whenever, without deceptive intention, a claim of a
patent is invalid, an action may be maintained for the
infringement of a claim of the patent which may be
.valid. The patentee shall recover no costs unless a dis-

claimer of the invalid claim has been entered at the
Patent and Trademark Office before the commence-

ment of the suit.

nao Agitional_remedy m‘mmw
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daugn,;j 0y colorgble unita f,thereof to any arti-
cle of manufacture for the purpose of sale, or (2) sells
or exposes for sale any article of manufacturé to
which such design or colorable imitation has been ap-
plied shall be lisble to the owner to the extent of his
total proﬁt, but not less than $250, recoverable in any
United States district court havmg jurisdiction of the
parties.

Nothing in this sectron shall prevent, lessen, or 1m-
peach anyother remedy: 'which:an  owner of an in-
fringed patent has under. the provisions of this title,

‘but. he shsajl not. thce recover : the proﬁt nmde from
the infringement. . .

(July 19, 1952, ch 950 66 Stat 813)
otice of patent sui

" The. clerks -of -the -courts of thé- United States,
within one: month: after the:filing of an action under

this 'title 'shall give notice: thereof  in writing to': the
Commissioner; - setting - forth -so far' s known  the
names: and -addresses-of the parties; name of the inven-

-tor;: and -the  designating number 'of the patent upon

which. ‘the action has: been’ brought -If any- other
patent is subsequently included in the action he shall
give like notice thereof. Within one month after- the
decision is rendered or a judgment issuved the clerk of
the court shall give notice thereof to the Commission-
er. The Commissioner. shall, on receipt of such no-
trces, enter the same in the file of such patent.

(July 19, 1952, ch. 950, 66Stat 814.)

§ 291 . Interfermg patents

‘The owner of an interfering patent may have relief
agamst the -owner of another by civil action, and the
court may adjudge the questton of the vahdrty of any
of the interfering patents, in whole or in part. The
provisions of the second paragraph of section 146 of
this title shall apply to actions brought under this sec-
tion.

(uly 19, 1952, ch. 950, 66 Stat. 814.)

§292 False marking

(a) Whoever, without the consent of the patentee,
marks upon, or affixes to, or uses in advertising in
connection with anything made, used, or sold by him,
the name or any imitation of the name of the patentee,
the patent number, or the words “patent,” “patentee,”
or the like, with the intent of counterfeiting or imitat-
ing the mark of the patentee, or of deceiving the
public and inducing them to believe that the thing
was made or sold by or with the consent of the pat-
entee; or

Whoever marks upon, or affixes to, or uses in ad-
vertising in connection with any unpatented article,

Rev. 1, Oct, 1965




eat” pr_ any word or qumbet: lmpgrtmg
i patentedf p

“Vertising i ml ;oan?ecuon ‘with any; mwle. the words
“patent app or,” f‘patent pending,” or, any; word
importing, that 'an spplicatic ._.,f ., ‘,;t‘e,n bpen

or :fmude, t 18,
ing the public—" " """
Shaﬂbeﬁnednotmorethanssoomreverysuch
offense.

() Any person may ‘sue for the penalty, in which
event one-half shall go to the person suing and the
other to the use of the United States. _

(July 19, 1952, ch. 950, 66 Stat. 814.)

5293 Nonresidentpntentee;mvieeandmﬂee

‘Every patentee ‘not residing in: the United States
m’y file in the Patent end Trademark Office a writtén
designation stating the name and address of a ‘person
residing within the United States on whom may be
served process or notice of proceedmgs aﬂ'ectmg the
patent or rights thereandeér. If the p
cannot be found at the address given in the last:desig-
-pation; -or. if . no, person. has::been ~designated; ' the
-United. States District: Court: for -the District of Co-
Jumbia shall have. jurisdiction ‘and summons-shail be
served. by publication or otherwise -asthé court: di-
rects. The court shall have the same: jurisdiction to
take any action respecting the patent or rights. there-
uander that it would have if the patentee were person-
ally within the jurisdiction of the court. .

(July 19, 1952, ch. 950, 66.Stat. 814;: Amended Jan.
2, 1975, Pub. L. 93-596, §1 88 Stat. 1949) :

§ 294 - Voluntary arbitraﬂon

(a) A contract mvolvmg a patent or any nght
under a patent may contain a provision requiring arbi-
tration of any dlspute relating to patent validity or in-
fringement arising under the contract. In the absence
of such a provision, the parties to an exlstmg patent
validity or infringement dispute may agree in wntmg
to settle such dispute. by arbitration. Any such provi-
sion of agreement shall be valid, irrevocable, and en-
f’orcwble, except for any gronnds that exist at law or
in equity for revocation of a contract.

(b) Arbitration of such disputes, awards by arbitra-
tors and confirmation of awards shall be governed by
title 9, United States Code, to.the extent such title is
not inconsistent with this section. In any such arbitra-
tion proceeding, the defenses provided for under sec-
tion 282 of this title shall be considered by the arbitra-
tor if raised by any party to the proceeding.

. (¢) An award by an arbitrator shall be final and

binding between the parties to the arbitration but shall
have no force or effect on any other person. The par-
ties to an arbitration may agree that in the event a
patent which is the subject matter of an award is sub-
sequently determined to be invalid or unenforceable
in a judgment rendered by a court to competent juris-
diction from which no appeal can or has been taken,

Rev. 1, Oct, 1985

patentee, lmnnwetg:lmmswl give . potice

R

"(d) When sa wudismudebymarbmator.the

thereof .in writing to ‘There shall
bea aeplm,mme prepued for each patent involved
in such prc ng. Such notice shall set forth the
namesmdaddreuesofthepartiec.themmeoftbe
inventor, asid the name of the patént owner; shall des-
ignate the number of the patent, and shall contain a
copy of the award. If an award is modified. by a
court, the party requesting such modlﬁcat:on shall
give notice of such modification to the Commissioner.
The Commissioner shall, upon receipt of either notice,

the record of the prosecutwn of

CI-IAPTER ao-rmon ART CIT ATIONS TO

OFFICE AND REEXAMINATION OF PATENTS

301. Cltauonofpnottrt. A L T S
302. Request for teexamination, -
:303. Detérinination of issge by Commissicner. : N

304. Reexsmination order by Commissioner.
305. Conduct of reenmmatlon proceedmgs

306, Appeal. v '
-307.. Cemﬁute of patcnmb:hty. unpatentablllty and claun cancel-

§ 301 C'itsﬁon of pnor art

Any person at any_ time ‘may. cite to the Office in
'writing prior art consisting of patents or printed pub-
lncatlons which that person believes to have a bearing
on the patentabxllty of any claim of .a pamcular
patent. If the person explains in wntmg the pertin-
ency and manner .of applying such prior art to at least
one claim of the patent, the citation of such prior art
and the explanatmn thereof will become a part of the
official file of the. patent At the written request of the
person citing the prior art, his or her identity will be
excluded from the patent file and kept confidential.

(Added Dec. 12, 1980, Pub. L. 96-517, § 1, 94 Stat.
3015.)

§302 Wequest for reexamination
Any person at any time may file a request for reex-

amination by the Office of any claim of a patent on
the basis of any prior art cited under the provisions of

section 301 of this title. The request must be in writ-

ing and must be accompanied by payment of a reex{

amination fee established by the Commissioner of Pat-@ 4

ents pursuant to the provisions of section 41 of this
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’

‘whiehj réexamination is requested Unless the request-

ing person is the owner of the patent, the Commis-

sionerpromptlywilllmdaoopyofthe requuttothe .
ownerofreomd of the patent.

(Added Dec. u, mo, Pub. L. 96-517, 51 94$m
3015) .

§303 Detemiuﬁonoﬂuueby(?ommhdm
() Within three months followmg the ﬂhng of a re-

~quest for reexamination under the provisions of sec-

tion: 302 of this title, the Commissioner will determine
whether a substantial new question of patentabahty af-

.fecting any claim of the patent concerned is raised by

the request, with or without: consideration, of other
patents or printed publications. On, his own initistive,

-;and anywtlme. the Commnsmoner may. determme

OhA md*of o i e s
under subsection (a) of this section will be. pla(;ed in

the official file of the patent, and a copy promptly

".wﬂl (be given or mmled to:the owner of record: of the

patent and to the person requestmg reexammauon, if
any.

© A deterimination by the Comimissioner pumuant
to - subsection (z) of this section that no substantial

new question of patentability has. been raised will be

final and nonappealable. Upon such: a determination,
the Commissioner may: refund a portion of the reex-

-amination fee :required under section 302 of this title.

(AddedDec 12 1980 Pub. L 96-—517 § 1, 94 Stat.
3015.) :

§304 Reexamination order- by ComWoner

If,in a determination made under the provisions of
subsection 303(a) of this title, the Commissioner finds
that a substantial new quectlon of patentability affect-
ing any claim of a patent is raised, the determination
will include an order for reexamination of the patent
for resolution of the question. The patent owner will
be given a reasonable period, not less than two
months from the date a copy of the determination is
given or mailed to him, within which he may file a
statement on such question, including any amendment
to his patent and new claim or claims he may wish to
propose, for consideration in the reexamination. If the
patent owner files such a statement, he promptly will
serve a copy of it on the person who has requested
reexamination under the provisions of section 302 of
this title. Within a period of two months from the
date of service, that person may file and have consid-
ered in the reexamination a reply to any statement
filed by the patent owner. That person promptly will
serve on the patent owner a copy of any reply filed.

(Added Dec. 12, 1980, Pub. L. 96-517, § 1, 94 Stat.

3016.)

3016; Amended” Feb. 8’
'§204{c).

;T§ 306 - Appul
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After the times for ﬁlmg the statement and reply
provided for by section 304 of this title have expired,
reexamination will be conducted according to the
procedures established for initial .exemination under
the provisions of sections 132 and 133. of this title. In
any reexamination proceeding under this chapter,
patent owner will be permitted to propose amy
amendment to his patent and & new claim or claims
thereto, in. order to distinguish the invention as
claimed from the prior art cited under the provisions
of section 301 ofthnstntle.ormraponsetoadecmn
adverse to the patentability of a claim of a patent: No
proposed amended or new claim enlarging the scope

-ofaclmmofthepatentwrllbeperrmttedmareenm

ination proceeding under this chapter. All reexamina-

.tion .proceedings ' under: this - section, - including any

appeal to the Board of Patent. Appeals and: Interfer-

-ences will be eonducted wnth speeml dxspatch thhm
jthe Office.

(AddedDec 12, 1980 Pub L. 96-517 §l
1985 »Pub

The patent ,eri'mvolved ina reexammatr ‘pro-

: _ceedmg under tlus chapter may appeal under the pro-
"visions of section 134 of this title, and may seek court
_review under the provisions of sections 141 to 145 of
this title, with respect to any ‘decision advetse to, the
_patentability. of any: original or proposed amended or

new claim of th ;patent

(Added Dec. 12, 1980 Pub L. 96—517. §l 94 Stat
3016.) - E

§ 307 Certificate of patentability, unpatentabi-
lity, and claim cancellahon

(a) In a reexamination proceeding under tlns chap-
ter, when the time for appeal has expired or any
appealproceeding has terminated, the Commissioner
will issue and publish a certificate canceling any claim
of the patent finally determined to be unpatentable,
confirming any claim of the patent determined to be
patentable, and incorporating in the patent any pro-
posed amended or new claim determmed to be patent-
able.

(b) Any proposed amended or new claim deter-
mined to be patentable and incorporated into a patent
following a reexamination proceeding will have the
same effect as that specified in section 252 of this title
for reissued patents on the right of any person who
made, purchased, or used anything patented by such
proposed amended or new claim, or who made sub-
stantial preparation for the same, prior to issuance of
a certificate under the provisions of subsection (a) of
this section.

(Added Dec. 12, 1980, Pub. L. 96-517, § 1, 94 Stat.
3016.)
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5351 Mniﬂom
" When wsed i in thls part unlws the ‘context otherwnse
lndmtec—

- (a) The term “treaty” means the Patent Coopera-
‘tnon Treaty done at- Washmgton, on June 19, 1970, ex-
- cluding chapter II thereof.

{b) The term “Regulauons when capitalized,
means the Regulations under the tréaty excluding part
C thereof, done at Washington on the same date as
the treaty. The term “regulations™, when not capital-
ized, means the regulations estabhshed by the Com-
missioner under this title..” .. -

{c) The term “international apphcanon” means an

application filed under the treaty. -
- (d) The. term “international applmtlon ongmatmg
in the United States” means an international- applica-
tion filed in the Patent and Trademark Office when it
is acting as'a Recelvmg Office. under ‘
‘spective of whether or not the’ United States has been
designated in that intefnational application.

(e) The term “international application-designating
the United States” means an international application
spec:fymg the United Statés as a country in which a
v patent is sought, regardl&ss where such mtematlonal

" () The term “Recewmg Office” means a national
patent office or intergovernmental organization which
receives and processes infernational applications as
prescnbed by the treaty and the Regulations. - '

-{g) The term “International Sedrching Authority”
means & national patent office or intergovernmemtal
,orgamzauon as_appointed under the treaty which
processes international appllcatlons as prescnbed by
the treaty and the Regulations. :

-{(b) The term “International Bu:ean” means the
‘international intergovernmental organization which is
recognized as the coordinating body under the treaty
and the Regulations. :

() Terms and expressions not defined in this part
are to be taken in the sense indicated by the treaty
and the Regulations,

(Added Nov. 14, 1975, Pub. L. 94-131, § 1, 89 Stat.
68S; Nov. 8, 1984, Pub. L. 98-622, § 403(a).)

CHAPTER 36—INTERNATIONAL STAGE

Sec.

361. Receiving Office. .

362. Internstional Searching Authority.

363. Imternations! application designating the United States:
Effect.

364. Imternational stage: Procedure,

365. Right of priority; benefit of the filing date of a prior spplica-
tion.

366. Withdrawn international application.

367. Actions of other authorities: Review.

368. Secrecy of certein inventions; filing international applications
in foreign countries.

BRev. 1, Get, 1965

“international applxca
“the date of soch filing. ‘Paymént of designation fees

MANUAL OF PATENT EXAMINING PROCEDURE

:§ 361 Receivhg Office

(a). The Patent and Trademark Office shall act
Recelvmg Office for international applications fi
nationals or residents of the United States. In accord-
ance with any agreement made between the United
States and “another country, the ‘Patent and Trade-
mark Office may also act as a Recemng Office for
internationa! applications filed by residests or nation-
als of such country who are entitled to file interna-
tional applications. =~

(b) The Patent and Trademark Ofﬁce shall perform
all acts' connected with the discharge of duties re-
quired of & Receiving Office, including the collection
of international fees and theu- transmmal to the Inter-
national Buresu. - ’

(c) International apphcatlons ﬁled in the Patent and
Trademark Office shall be in the English language.

(d) The basic fee pottion ‘of- the  international fee,
and ‘the transmittal and search fees pmcnbed under
section 376(a) of this part, shafl be paid on filing of &n
‘ r- within * ote ‘month” after

may be made on filing and shall be made not: later

“than ofie’ year from the i nonty date of the mtema~
“ti ’“tnonal apphcatmn

' (Added Nov. 14, 1975 Pub. L. 94—131 §l 89 Stat.

'686 ‘Nov. 8, 1984, Pudb. L. 98-622, §403(a), May 8

1985, Pub. L. 98-622, § 401(a).)
§ 362 Internstional Searching Authﬁr,ity

. The Patent ‘and Trademark Office may act as an

International Searching - Authority ‘with , respect to

.international: applications ' in  accordence with the

terms and conditions of an agreement which may be
concluded with the International Bureau. '

(Added Nov. 14, 1975, Pub. L. 94-131, § 1, 89 Stat.
686; Nov. 8, 1984, Pub. L. 98-622, § 403(a).)

§ 363 Intermstional application  designating ' the
United States: Effect

'An international appllcatxon deslgnatmg the United
States shall have the effect, from its international
filing date under article 11 of the treaty, of a national
application for patent regularly filed in the Patent and
Trademark Office except as otherwise provided in
section 102(e) of this title.

(Added Nov. 14, 1975, Pub. L. 94-131, § 1, 89 Stat.
686; Nov. 8, 1984, Pub. L. 98-622, § 403(a).)

§ 364 Internationsl stage: Procedure

(2) International applications shall be processed by
the Patent and Trademark Office when acting as a
Receiving Office or International Searching Author-
ity, or both, in accordance with the applicable provi-
sions of the treaty, the Regulations, and this title.

(b) An applicant’s failure to act within prescribed
time limits in connection with requirements pertaining

to a pending international application may be excused 4
upon a showing satisfactory to the Commissioner off
unavoidable delay, to the extent not precluded by the @

treaty and the Regulations, and provided the condi-
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‘(Added Nov: ‘14, 1975, Pub. L. 94-131, § 1, 89 Stat.

686; Nov. 8, 1984, Pub. L. 98-622, §403(a))

§365 m"ﬁmmmofmmmm_

(®) In accordance with the conditions and require-

ments of section 119 of this title, a national spplics-
tion shail be entitled to the right of priority based on
a prior filed international application which designat-
ed at least one country other than the United States.

(b) In accordance with the conditions and require-
ment of the first paragraph of section 119 of this title
and the treaty and the Regulations, an internstional
application deslgnatmg the United States shall be enti-
tled to the right of priotity based on a prior foreign
application, or a prios international appllcatlon desig-
nating at least one country other than the United
States. .

© In’ accordance wuh the condltlons and reqmre
ments of section’ 120 of this title, an international ap-
plication designating the United States shall be enti-
tledtoﬂaebeneﬁtoft!neﬁlmgdateofapnornauonal
application”or a prior international application desig-
nating the United ‘States, and'‘a national ‘application
shall be ‘entitled to the benefit of the filing date of a

prior international ‘application designating the United
States. If any claim for the benefit of an earlier filing -

date is based on a prior mternatlonal applxcatlon
which’ designated’ but did not ongmate in the United

States, the Commissioner may require the ﬁhng in the

Patent and Trademark Office of a certified copy of

such “application together with a transiation thereof )

into the English language, if it was ﬁled in another
fanguage.

(Added Nov. 14, 1975, Pub. L. 94-131, § 1, 89 Stat.
686; Nov. 8, 1984, Pub. L. 98-622, § 403(a).)

§ 366 Withdrawn internstional application

Subject to section 367 of this part, if an internation-
al application designating the United States is with-
drawn or considered withdrawn, either generally or
as to the United States, under the conditions of the
treaty and the Regulations, before the applicant has
complied with the applicable requirements prescribed
by section 371(c) of this part, the designation of the
United States shall have no effect after the date of
withdrawal and shall be considered as not having
beent made, unless a claim for the benefit of a prior
filing date under section 365(c) of this part was made
in a national application, or an international applica-
tion designating the United States filed before the
date of such withdrawal. However, such withdrawn
international application may serve as the basis for a
claim of priority under section 365(a) and (b) of this
part, if it designated a country other than the United
States,

(Added Nov. 14, 1975, Pub. L. 94-131, § 1, 89 Stat.
687: May 8, 1985, Pub. L. 98-622, § 401(b).)

“";' i wa‘“»‘ 5
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national filing date to an international application des-
ignating the United States or where it has held such
applicuumtobewnmduwndthergeneullyoruto
tueUﬂﬁedSum,the:pp‘licmtmayrequestrevwwof
the matter by the Commissioner, on compliance with
thereqmrunentsofandwithinthehmehm:tsspecl

fied by the treaty dnd the Régulations. Such review
may result in a determination that such application be
considered as pending in the national stage. .

(b) The review under subsection (a) of this section,
subject to’ the same reqmrements and conditions, may
also be requested in those instances where an interna-
tional application designating the United States is con-
sidered withdrawn due to a ﬁndmg by the Interna-
tional Bureau under artlcle 12(3) of the treaty. .

(Added Nov. 14,.1975, Pub. L. 94-131,.§ 1, 89 Stat.
687; May 8, 1985,. Pub L. 98-622, § 403(2).)

§368 - Sea'ecy ‘of ‘certain’ invenﬁons, ﬁling inter-
app!icatim i foreign countries

splications filed in thie Patent and
’sub_;ect to the provmons of

chapter 17 of tlus ‘ _

(b) In accord_ance ith article 27(8) of the treaty,
the ﬁlmg of ‘an international apphcatton in a country
other than the’ United States on the invention made in
this’ country ‘shall be considered to constitute the
ﬁlmg of an application in a foreign_ country within the
meaning of chaptet 17 of this title, whether or not the
United States is desngnated in. that international appli-
cation. '

) If a license to.file in a forelgn country is refused
or if an international application is ordered to be kept
secret and a permit refused, the Patent and Trade-
mark Office when acting as a Receiving Office or
International Searching Authority, or both, may not
disclose the contents of such application to anyone
not authorized to receive such disclosure.

(Added Nov. 14, 1975, Pub. L. 94-131, § 1, 89 Stat.
687; May &, 1985, Pub. L. 98-622, § 403(a).)

CHAPTER 37—NATIONAL STAGE

Sec.
371. National stage: Commencement.
372. Nstions! etage: Requirements and procedure.

373. Improper epplicant.
374, . Publication of internstional application: Effect.

375, Patent issued on international application: Effect.
376, Fees.

§ 371 National stage: Commencement

(a) Receipt from the International Bureau of copies
of international applications with amendments to the
claims, if any, and international search reports may be
required in the case of all international applications
designating the United States.

(b) Subject to subsection (f) of this section, the na-
tional stage shall commence with the expiration of the

Rev, 1, Oct. 1985
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\(l) the . natmml fee pfmﬂbed under section -
phcation,ualeu;/-:
mtrequiredundecm(a)ofthkmu
- or already commupicated. by the  International

Burem,mdatmultuonmtotheﬁnghshhn-..
guage, of . the mternM apphcatwn. if it was .

+ 376(a)4) of this pert;
(2) & copy, of the international,

" filed in another
(3) amendments, if any, to the eltnms m the inter-
national app!mtnon. made under article 19 of the
treaty, unless such amendments have been com-
municated to the Patent and Trademark Office
by the Internations! Bureau, and a_translation

“into the. Enghsh language if, such amendments

were made in another hnguage, .
(4) an oath or declaration of the mventor (or
- other person authorized under chaptér 11°of this

equi
0 in. subsectton.‘_(c)(l),
ferred to in subseetxon (c)(2), and theioa

may be ﬁxed by the Commxssx
mternauanal apphcatxon referred t

mencement of the’ ‘national stage Failure o coply'“'
with these fequirements shall be regarded as abandon-

ment of the application by the parties thereof, unless

it be shown to' the satisfaction of the Commlssmner, ,
that such failure to comply was ‘unavoidable. The
payment of & sureharge may be required gs a condis

tion of accepting the national fee referred to in sub-

section (c)(1) or the oath or declaration referred to in

subsection (c){4) of this section if these requirements

are not met by the date of the commencement of the

national stage. The requirements of subsection (c}(3)
of this section shall be complied with by the date of
the commencement of the national stage, and failure
to do so shall be regarded as a cancellation of the
amendments to the claims in the international applica-
tion made under article 19 of the treaty.

(e) After an international application has entered
the national stage, no patent may be granted or re-
fused thereon before the expiration of the applicable
time limit under article 28 of the treaty, except with
the express consent of the applicant. The applicant
may present amendments to the specification, claims
and drawings of the application after the national
stage has commenced.

(f) At the express request of the applicant, the na-
tional stage of processing may be commenced at any
time at which the application is in order for such pur-
pose and the applicable requirements of subsection (c)
of this section have been complied with.

Rev, 1, Oct. 1968

title) eomplymg ‘with' the reqmrements of section

MANUAL OF PATBN_T EXAMINING PROCEDURE

Added Nov..14, 1975, Pub. 131,.8 1, 89 Stat...
&E ) Wvé-:"ﬁ PuPLz%ﬁ— !§m

1988, 98632, §402(a)~(¢i))
§372 Ndioul mge. Reqummts ud meo-
(@) All e of submx}c_e‘and, wm tye seope

of ‘the “requirements  of the Regulatxons, ‘
procedure in an international applicati

the United' Stntesshallbedetermined a8 'ini ‘the case of
national s resularly filed in the Patent and'
Trademark Office.
(b) In case of mtemattonal apphcatlons demgnatmg
but not originating in, the United States—
(1) the’ Commissioner may cause 'to be” reexam
‘ined questions relating 1o form and’ conterits’ of
- the ‘application in" accordance with ‘the’ reqmre-
‘meiits of the treaty and the Regulattons ' :
(2) the Commlssxoner may cause the questmn of
unity of invention to be rééxamined under section
121 of this title, within ‘the scopé of the require-
ments of the treaty_and the Regulatlons, and o

(Added! Nov”14 1975 Pub.L 94-131”51"89 Stat -
689; May &, 1985 Pub. L. 98-622; §402(c)) |

An mternatxonal apphcatxon desngnatmg the Umted;
States, shall: not be accepted by.the Patent and Trade- -
mark Oﬁce for. the. national. stage if it. was: filed by -
anyone. not . qualtf ed under. chapter, 11 of this title to.
be an. appheant for the purpose of filing a mational ap-
plication in the United States. Such international. ap-
plications shall not serve as the basis for the benefit of
an earlier filing date under section 120 of this title in a

- subsequently filed application, but may serve as the

basis for a:claim of the right of priority under ‘section
119 of this title, if the United States was not the. sole
country designated in such international application.

(Added Nov. 14, 1975, Pub. L. 94-131;.§ 1, 89 Stat.
689; Nov. 8, 1984, Pub. L. 98-622, §403(a).)

§374 Publieation of intematnonal applicatlon.
Effect

The publu:atlon under the treaty of an international
application shall confer no rights and shall have no
effect under this title other than that of a printed pub-
lication.

(Added Nov. 14, 1975, Pub. L. 94-131, § 1, 89 Stat.
689.)

§3’75 Patent issued on international application:
Effect

(a) A patent may be issued by the Commissioner
based on an international application designating the
United States, in accordance with the provisions of
this title. Subject to section 102(e) of this title, such
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‘patent shall have the force and effect of a patent
issued on a national application filed under the provi-
sions of chapter 11 of this title.
(b) Where due to an incorrect translation the scope
f a patent granted on an international application
designating the United States, which was not original-

ly filed in the English language, exceeds the scope of

the international application in its original language, a
court - of competent jurisdiction may retroactively
limit the scope of the patent, by declaring it unen-
forceable to the extent that it exceeds the scope of the
international application in its original language.

(Added Nov. 14, 1975, Pub. L. 94-131, § 1, 89 Stat.
689.)

§376 Fees

(a) The required payment of the international fee,
which amount is specified in the Regulations, shall be
paid in United States currency. The Patent and
Trademark Office may also charge the following fees:

PATENT LAWS

L—-37

§376

(1} A trensmittal fee (see section 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid when
required);

(4). A national fee (see section 371(c));

(9) Such other fees as established by the Commis-
sioner.

(b) The amounts of fees specified in subsection (a)
of this section, except the international fee, shall be
prescribed by the Commissioner. He may refund any
sum paid by mistake or in excess of the fees so speci-
fied, or if required under the treaty and the Regula-
tions. The Commissioner may also refund any part of
the search fee, where he determines such refund to be
warranted.

(Added Nov. 14, 1975, Pub. L. 94-131, § 1, 89 Stat.
690; Nov. 8, 1984, Pub. L. 98-622, § 403(a); May 8,
1985, Pub. L. 98-622 § 402(g).)

Rev. 1, Oct. 1985
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