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Thxs chapter relata only to mterference mamrs
before the examiner. §The provisions in this chapter
doNOTaplytomterferencesdeclaredonoraﬁer
February. 11, 1985, except in gpecial circumstances,
such as: (1) Interferences which are declared us a
result of a motion made in another interference which
was pending beforé the Board before Februsry 1i,
1985 (e.g., an interference declared as a result of a
motion under 37 CFR 1.231 to déclare an additional
mfm)(Z)mmterfermerelatedtomherm-
terference declared prior to February 11, 1985 (e.g.,
an interference involving a method of using a com-
pound where an interference involving the same par-
mandtheoomponndwndechredpnortol?ebm
ary 11, 1985); and (3) an interference reinstituted after
having been dissolved under the old rules (37 CFR
1.201-1.288) (e.g., an interference reinstituted after
having been dissolved as & result of a motion under 37
_CFR 1.231 to dissolve on the grounds of unpatentabi-
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HW Y N li
mmmhmmwm)
. For interferences declared oa or efter February 11,

, l”"'w thoee indicated im (1)-(3) of the prcviouo

L seecmmzsoowmqu
The inte is based on 35 U.S.C. 135
MnreodpmrtoFebtwy 11, 1985¢.

35 USC 135 Interforemces. (a)Wbenmmappliuﬁonhmde
forapmwlnch.mmeopiniouof Commlssioner, would
or with any unenpired

of an applicant, shall constitute the final refussl by the
ndemrkOﬂieeoftheclummvolved mdtheCom—

thePatentdendemrkOﬁﬁoebefmthemmmmﬁthem-
terference s between the: said parties: to the agreement or under-
standing. Jf sy pazty: filing the same 50 fequests,. the copy shall be
kept separste ' the interference, and made availible

3 : T 'onwnuenreqwt,ortomypemon
onashowmgof’goodcame"l’aﬂnremﬁlethecopyofmhw
ment or understadding shall render! permanently unenforcesble such
Wmmdmunﬁngnndwypamofmhmmvolved
in the interference or any patent subsequently issued on any appli-
cation of such parties so involved. mmmmonermy. howev-
er, oa ‘a showing ‘of good cause for failure 1o file witkin the time
prescribed; - permit the filing of the agreément: or understanding
during the six month period subsequent (o the termination of the
mmfmeasbetweenthepameswtheayeementorundetmnd

ing..
mCmmmowmﬂpvemmmmemuaortharm
neys of record, a reasonable time ‘prior to said ‘terminstion, of the
filing recuirement’ of this ‘section. If the ‘Commissioner gives sach
mnammmupecuwofﬂunghtmﬁlemhw
meat of. within the mthperwdonashowmgof
gooduuse,thepanm_ ﬁle ;
within sixty days of the receipt of such notice. ~ '
Any discretionary ection of the Conimissioner under this sabsec-
tion shall be reviewable vader section 10 of the Administrative Pro-
cedure Act.’

.37 CFR 1.201 set forth the definition of an mterfer-
ence §prior to February 11, l9_85¢

©Former, now deleted‘ 37 CER 1.201. Definition, when declored,
(2) An interference is a proceeding instituted for the purpose of de-
tesmiving the guestion of priority of invention between two or
more parties claiming substantislly the same patentable invention
and may be instituted as soon as it is determined thet common pat-
entable subject matter is claimed in a plurality of gpplications or in
an spplication and a patent.

®) An interference will be declared between pending applica-
mmforpatent.orforrm,ofdnfferempamuwhenwchwh
cations. contain cleims for substantially the same invention, which
are allowable in the application of each party, and interferences

Rev. 2, Dec, 1965



QSmcenonewmterferencemllbedechredundu
the procedures set forth in-this cliapter unless it is re-
Inted to an iriterference declared’ prior to February 11,
1985, the procedures relating to activities prior to the
declaration of an interference set forth in this chapter

have:béen deleted. See Chapter 2300 for current: pro-
wd v ‘ & f‘f‘f R T - -

ing. ¢ Branch
action: is requzred as. for decision on ‘motions, - ﬁnal
hearmgs, appeals; etc:; -when: they: are: temporarily. in
possessxon ‘of the tribunal before whom the pamcuhr

_If, independent of that mterference, action as to one
or more of the applications becomes necessary, the
examiner charges out the necessary application or ap-
plications from the " Service Branch: by leaving a
charge card. It is not foreseen that the primary exam-
iner will need to take action for which he or she re-
quires - jurisdiction of the entire interference. Howev-
er, if circumstances arise which appear to require it,
the primary examiner should request jurisdiction from
the Board of Patent pAppeals andg Interferences.

The examiner merely borrows a patent file, if
needed, as, where the patent is to be involved in &
new interference.

1105 Matters Requiring' Decision by Primry
Examiner During Interference [R-2]

OFormer, now deletedg 37 CFR 1.231. Motions before the primary
examiner. (a) Within the period set in the notice of interference for
filing motions any party to an interference may file a motion seek-

ing:

z(l) To dissolve as to one or more counts, except that such
motion based on facts sought to be established by affidavits, decls-
rations, or evidence outside of official records and printed publim—
tions will not normally be considered. A motion to dissolve an in-
terference in which a patentee is a party on the ground that the
claims corresponding to the counts are unpatentzble to the patentee

Rev. 2, Dec, 1985

§6 1.131, lzoz,mdl.wG.mmtbeseryedou @erpumuud
the motion must be accompanied by proof of such service. .
(4)Tobeweordedtbebeneﬁtofmeukertpphmmmm
attack the benefit of an easlier spplication which has been accorded
to an opposing party in the notice of declsration. See § 1.224.,
(5) To amend an involved application by.adding or fesaoving the
mmuofoneormmc-mmuptowdedmilﬁ (Seepnm
graph (d) of this section.)
(b)Eachmouonmmtemtﬁnafunmtementofthemds
thereformdrmnmxumpmttkereotuyoppmwa
mhonmunbeﬁledwmmdaylo«fﬂaeexpum,ofﬂlemm
forﬁlmgmouonsandtbemovmgpnnymy.xfhedemes.ﬁ!ea
replytosuchoppo&bnnwﬂnnlSdaysoﬂhemmeomosmm
was filed. Hapanyﬁlaamnelymotbnw.&dve,mymlm
panymyﬁleamomwanendwnhhm&ysd‘meexpmﬁon
of the time set for filing motions. Service 'on oppoting parties of an
opposition to a motion to amead which is based o prior art must
include copies of such prior art. In the case of action by the pri-
mary examiner under § 1.237, such motions may be made within 20
days from the date of the primary examiners decision on motion
wherein such action was incorporated or the date of the commusi-
ummmmmmmemudmemwm&mdme
interference. -
(e)Ammmmmemh(nxz)&Mnmm
to substitute another application or declsre an sdditionsl interfer-
eneeunderpnngmph(a)ﬂ)ofthmsecuonmmbewompmedby
an amendmeént sdding claims corresponding 1 the proposed counts
mtheupp!icaﬁoueomndufmhchmmm&a&udymﬂm
epplication. The metion must aleo request, the benefit of & &p-
plmtnonaprovsdediotmdetpumaph(s)@)efthssechon:f
the party concerned expects to be sccorded such benefit.
(d)Anpropermouomnspectﬁedmperampbs(a)md(b)of
this section, or of & sisilar chsracter, 'will be trsnsmitted to
congidered by the primary examiner without oral szgument, except
thatcomdentmofnmoﬁontodmdveonammdmherm
po interfesence in fact will be deferred to final besring before a
Boerd of Patent Interference where the motion raises a maftter
which would be reviewsble at finsl licoring under § 1.258(a) and
such matter is raised ageinet a patentee or hes been ruled upon by
the Board of Appeals or by & count in ex parte proceedings. Also
consideration of a motion to edd or remove the names of one or
more inventors may be deferred to final hearing if such motion is
ﬁledaﬂerthenmeafmukmgtemmonybwebeeusetkequem
forreoonmdemmmllm!beenmmd :
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mmm««m«wwmmm«w“
be comidered.
Whetheramotmnshouﬁdbemmnwdmthem
meary Examiner is & matter that rests largely within
theducr«mofﬂwkmm-chmﬁ‘“ and
any pasty may by petition challenge a decision of
the Hexaminer-in-chief§ * ¢ ° to transmit or not to

tranmuamotlon.Ademmfumgtotrmmtm

is; scrutinized . more. thoroughly. oa . petition
thmadecmontrmﬂmgamouon,“asuncom-

5

ered desirable to-submit .all maetters raised by motion .
under 37-CFR 1.231 to the primary examiner for deci- -

wnmnnmmwhuepom'b!c”t?utmqnv Ber-
iger, 200; SPQ 596, 597 (Comr. Pats. & TM, 1978).
The rights of pamesaredeemedtobeadequately
hmit;ng‘rmofthetransmxsmnor

nay .| .{enlarged or dnmmshed
: d applications involved, or may
be ent:rely “dissolved, by acuomitaken' under § 1231
“Motions before the "primary examiner"' or under
§ 1.237 “Dissolution at the request of examiner”. The
action may be a substitution of one or more counts,
the addition of counts or dissolution as to ome or
more counts or as to all counts, a change in the appli-
cation by addition, substitution, or dxssolutxon. a shift-
ing of the burden of proof, or a conversion of an ap-
plication by changmg the number of inveators. See
§llllo7 ‘Decisions on questions ausmg under this
rule are made under the personnl supervision of the
primary examiner.

Section 123l(a)(l) provides for a motion that a
patent claim is unpatentable in an interference pro-
ceeding where reexamination thereof has also been re-
quested. See also § 2284.

Examiners should not cousider ex parte, when
raised by an applicant, questions which are pending
before the Office in inter partes proceedings involving
the same applicant or party an interest. See § 1111.01.

Occasionally the entire subject matter of the inter-
ference may have been transferred to another group
between the time of declaring the interference and the
time that motions are transmitted for consideration. If
this has occurred, after the second group has agreed
to take the case, the Interference Service Branch
should be notified so that appropriate changes may be
made in their records.

1100-3
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my&emhammmy%amwm
within 20 days from the expiration of the time set for
filing motions and the same times for opposition and
rep!yhnefareallowedwnhrupecttotheﬁlmsdate
of the latter motion.
Aﬁertheexmuouofthemforﬁlmgareply
brief, motions filed under §1.231 are. examined by
.anexmmcr—mchneﬁ“'who,nfﬁcorsheﬁn&s

the pmmry examiner for . ‘of the motions
with an indication of such niotionis as are improper
under the rules and which should not be considered if
therebcanymch No' oral Tiearing’ will be set. The
prmryeummer should render a decision within two
months on éach motion transifitted by the pexaminer--
in-chiefg ¢ * *. The decision must inchide the basis
foranyconcluswnsamvedatbythepnmaryenmm )
er. Care must be taken to specifically identify which
limitations of a count are not supported, or the por-
tions of the specification which do provide support’
for the Limitstions of the count when necessary 1o
decide a motion. Theexammershouldnotundemke
to answer all arguments presented,

In motions of the types spemﬁedbelow the pnmary.
examiner must consult with and obtain the approval
of un enmmer-m-chxef‘ & ¢ & before mailing the de-
cision. Motions requiring such consultation and ap-
proval are:

Motions to amend where the matter ofsupport for

a count is raised in opposition or the examiner
decides to deny the motion for that reason,

Motions relating to the benefits of a prior applica
tion;

Motions to dissolve on the ground that one or more
parties have no right to make the counts,

Motioans to dissolve on the ground of no interfer-
ence in fact,

Motions to convert an application to a different
number of inventors,

Motions to substitute or involve another application
in interference where the matter of support for a
count is raised in opposition or the examiner de-
cides to deny the motion for that reason,

Motions to amend involving modified or “phan-
tom™ counts,

Motions to amend seekmg to broaden a patent
claim and an issue is raised with respect to the
showing in justification.
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Booasultation: will mmny b with: the exsmminer-:
motions¢

in-chief who transmitted the ¢ ¢ ¢ The con-
mlmionwillnormallybeattlwoﬂimoftheﬂmrd
of Patent §Appeals andg Intérferences. The primary
examiner should arrange & convetilent time by tele-

phone. Ia thecmot‘mgtﬁonstoamendortomvolve'
aminer-in-chief§ * * ¢ will
examine any opposition which may have been filed

another application the

and if the question of nght ‘to make the proposed
counts s to any party is raised thereby, the ’examm
er-in-chiefg ¢ * * will indicate in the lettér transmit-
tmg motions the necessity for consultation. If such in-

dication is not made there will be no necessity for
consultation unless the primary examiner, after com-

sideration, concludes that one or more parties cannot
make one or more of the proposed counts. In this case
the primary examiner should consult the $examiner-
in-chief@ * ¢ *. -

1105.02 Decision on Motion 'l‘o Dissolve [R-Z}

By the granting of: a..motion t0. dlssolve, one. Of
more parties may, be. eltmmated from the. mterfetence; .
or certain. of .the ‘counts may. be. eliminated.;Where the .
interference is dissolved as to-one.or more of the par-_
ties but_at_least two. remmn, the interference. is. re--
turned to the primary examiner, prior to, .resumption.of .
proceedings before the ‘exammer-m-chnef‘ ¢+ % for.

removal of the files of the parties who are dlssolved,

out. Ex parte. action is resumed as_to. those applica-_

tions and. the, interference is continued as to the re-
mammg partles The ex_parte_ action then taken

tice set forth heremafter under. ’§ 1109(a)¢ ses See

§ 1302.12 ‘with respect to listing references dxscussed
in motion decision.

With respect to a motion to dlssolve on the ground
that one or more partles does not ‘have the’ nght to
make one or more counts it should be kept in mind
that once the interference is dissolved as to a count,
any appml from a rejection based thereon is ex parte
and the views of other parties in the interference will
not be heard. In order to preserve the .inter partes
forum for consideration of this matter a motion to dis-
solve on this ground should not:be granted where the
decision is 2 close one but only where there is clear
basis for it.

It should be noted that if all parties agree upon the
same ground for dissolution, which ground will subse-
quently be the basis for rejection of the interference
count to one or more parties, the interference should
be dissolved pro forma upon that ground, without
regard to the merits of the matter. This agreement
among all parties may be expressed in the motion
papers, in the briefs, or in papers directed solely to
that matter. See Buchli v. Rasmussen, 339 O.G. 223
1925 C.D. 75; Tilden v. Snodgrass, 1923 C.D. 30, 309
0.G. 477; and Gelder v. Henry, 77 USPQ 223.

Affidavits or declarations relating to the disclosure
of a party’s application as, for example, on the matter
of operativeness or right to make should not be con-
sidered (In re Decision dated Aug. 12, 1968, 160
USPQ 154 (Comm. of Pats., 1968)), but affidavits or

Bev. 2, Dec. 1965
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declarations relating to the prior art may be consid-

eredbym!osytoJ‘ICFRl!BZ In sddition, affida-

vits or declarations submitted to establish the exist-
ememmmofmmterfemia&ctmy
also be considered.

It'therenscomdembledoubtastowhethcrornot
a party’s application is operative and it appears that
testimony on the matter may be useful to resolve the
doubt, a motion to dissolve may be denied so that the
interference may continue and testimony taken on the
point. See Bowditch v. Todd, 1902 C.D. 27, 98 O.G.
792 and Pierce v. Tripp v. Powers, 1923 C.D. 69 at
72, 316 0O.G: 3.

Where the effective date of a patent or publication
(which is not a statutory bar) is antedated by the ef-

fective filing dates or the allegations in the prelimi-
nary statements of all parties, ‘theén the anticipatory
effect of that patent or publication should not be con-

sideréd by the examiner at this time, but the referénce

should be considered if at least ‘one party fails toante-
daté ‘its effectivé date by such’ ‘party’s own filing’ ‘date
or the allegatlons m such party s prelu_nmary state- ‘

effect that ouiy ‘priority and matters ahéllla}y
w1ll be consrdered and that patentablhty of the_u

nary case a motion to dissolve may attack the pateut-‘f

ability of the count and need not be hmlted to matters
which are ancnllary fo pnonty ‘

Where a motion to dlssolve IS based on a conten-'

tion of no interference in fact, the questlon to be de-"

cided is whether claims presented by respectlve par-\

ties as correspondmg to the count or counts in’ issue

claim the same invention even though a claim of one

party differs from the correspondmg claini of another
party through omission of limitations or vanatton in
language under 37 CFR 1.203(a) or 1205(a) e w

Since the claims were found allowable prior to decla-_

ration, granting of a motion to dissolve.on this ground
would normally result in issuance of the respective
claims to each party concerned in separate patents.
The question to be decided then, is whether one or
more limitations in the claim of one party which are
omitted or broadened in the claim of another party
are material. Whether or not they are material de-
pends primarily on whether they were regarded as
significant in allowing the claim in the first instance.
That is, the prosecution should be examined to deter-
mine if the limitation in question was relied upon to
distinguish from cited prior art, or if it was essential
to obtaining the desired result. See Mabon v. Sher-
man, 34 CCPA 991, 73 USPQ 378, 161 F.2d 255, 1947
C.D. 325 (1947); Brailsford v. Lavet, 50 CCPA 1367,
138 USPQ 28, 318 F.2d 942, 1963 C.D. 723 (1963);
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1108.03 DodduuMeﬁoaToMerTo
wwmmwmﬂ

Motions" by ‘the 'interfering ‘may be. miade
under 37 CFR 1.231(a) (2) and (3) to add or substitute
counts to the interference and also fo substitute or in-
volve in interference other apphcations owned by
them, It should be noted that, if the examiner grants a
motion of this character, a time will be set by the
Board of $Patent Appenls and¢ Interferences for the
nonmovmg parties to present ‘the allowed proposed
counts in their apphcatlons, if necessary, and also a
time will be set for all parties to file preliminary state-
ments as to the allowed proposed counts. Note' that
the spaces for the dates on‘the decision letter are left
blank by the examiner, § 1105.06. An illustrative form
for these requirements is given at: §110506 lf the
claims are made by some or all of the’p - ‘
the time limit sef, the mterference is’
new. interference .is. declared by the
cluef“ R
- Also, it should be noted that _m rence
which involves only applications, a motion to ‘add :
count should not be. granted. unless- the ptoposed
count so differs from' the ongmal counts that it could
properly issue in a separate’ patent. Becker V. Patrlck
47 USPQ 314, 315 (Comm. Pat. 1939). .
counts of any additional interferences should- hkewxse
differ in the same manner from the counts of the first
mterference and from each other . ,

When . the . mterference mvolves a patent, the ques-
tion of whether the proposed additional counts differ
matenally from the original counts does mot apply,
since in that case all of the patent claims which the
applicant can make should be included as counts of
the interference.

It will be noted. that 37 CFR 1. 231(3)(3) does not
specify that a party to the interference may bring a
motion to include an applxcatlon or patent owned by
said party as to subject matter, in addition to the ex-
isting issue, which is not disclosed both in. said party’s
application or patent already in the interference and
in an opposing party’s application or patent in the in-
terference. Consequently the failure to bring such a
motion will not be considered by the examiner to
result in an estoppel against any party to an interfer-
ence as to subject matter not disclosed in his case in
the interference. On the other hand, if such a motion
is brought during the motion period, secrecy as to the
application named therein is deemed to have been
waived, access thereto is given to the opposing parties
and the motion may be transmitted by the examiner-
in-chief@ * ¢ ¥ if so transmitted, it will be considered
and decided by the primary examiner without regard
to the questlon of whether the moving party’s case al-
ready in the interference disclosed the subject of the

proposed claims.

11005
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" CONCUNRBNCE OF ALL ?Amms

Conmtothewacﬂcewhwbobmmwhenan
pamu agree upon the ssme ground for dissolution,
meeomuumeofmpuﬁ«mamotmtoamdor

to substitute or .add an appl does not result in
thewmmcmntmgofthemotm ‘The mere
agreementoftheparttesﬂmaeﬂanpropoaed counts
are patentable does not relieve the examiner of the
duty to determine independently whether the pro-
poued counts are patentable and allowable in the ap-
plications involved. Even though no references have
been cited agunst proposed counts by the parties, it is
the ¢ examiner’s duty to cite such references as may an-
ticipate the proposed ‘counts, makmg a search for this
purpose if necessary.

The exammer should also be careful not to refuse

At‘ﬁdavnts or declaratlons ate owasnona]ly offered
in support of or in, opposxtron to motions to add or
substitute counts or apphcatlons .The practice here is
the same as in the case of affidavits. or declaratlons

concerning. motions' to - dissolve that is, a affidavits or
declarations relating: to disclosure of a party’s applica-
tion as, for example, on the matter of operativeness or
right to make, should not be considered, but affidavits
or declarations relating to the prior art, or relating to
patentable.- distinctness. of the proposed counts from
the existing issue or from each other, may be consid-
ered by analogy. to 37 CFR 1.132.

If. a motion under 37 .CFR 1.231(a) (2) or (3) is
denied because it is unpatentable on the basis of a ref-
erence -which is not.a statutory bar, and which is
cited for the first time by the examiner in the deci-
sion, - the - decigsion may be -modified and the motion
granted upon the filing of proper affidavits or declara-
tions under 37 CFR 1.131 in the application file of the
party involved. This is by analogy to 37 CFR 1.237,
although normally, request for reconsideration of de-
cisions on motions under 37 CFR 1.231 will not be
entertained. 37 CFR 1.231(d). These affidavits or dec-
larations should not be opened to the inspection of
opposing parties and no reference should be made to
the dates of invention set forth therein other than the
mere statement that the effective date of the reference
has been overcome. As in the case of other affidavits
or declarations under 37 CFR 1.131, they remain

Mov. 3, Dee. 19856




. stabements . for the new

: Amwwtmmwmnwm«
Interferences ‘must be comsulied in connection with
motioas 10 add’ or substitule on¢ or more’ counts’ or
‘ wherethenmtterofngmtomake’onem
more counts is reised in an ' ‘fo' the ‘motion
orﬂwprﬁmryexaminerw&enodenylmoﬁonfor
that reasoii aithough it hes hot teen raised by & party.
In the event the consultation ends'in’ disagreement,
the matter will be resolved by the Deputy Assistant
Commissioner for Patents.
1108,04 Deemon on Motion Relating to Benefit
of Prior ation Under ‘37 CFR
i 231(!)(4) [R-2)

The primary examiner also decxdes motxons under
37 CFR 1.231(2)(4) relating to the benefit of a prior
U.S. or foreign application under 335 US.C. 119 or
120 These .may mvo]ve grantlng the movmgthe party

be accorded €] benefit of any pnor apphcatlons as to

the new’ counts. However, the moving party will not
be accorded the benefit of : any prior apphcatlons as to
the new counts unless the moving party has specnﬁcal-
fly requested it. 37 CFR: 1.231(¢): -

- In‘accordance with present: pracucc a party may be
accorded: thé benefit- of 'a prior application with ‘re-
spect 10 &~ generic ‘count if the prior appllcauon dis-
closes ‘& single species’ within “the ‘genus-in such a
‘manner as’to comply-with thefirst' paragraph: of - 35
U.S.C. 112. See In re Kirchner, 134 USPQ 324; Wag-
onier-v.- Barger, 175 USPQ 85; Kawai -v. Metlesics,
178 USPQ '158; Weil v. Fritz, 196 USPQ 600. If the
-prior application is 'a U.S. application, ‘continuity of
disclosure must have been ‘maintained : between the
prior application and the ‘involved ‘application -either
rby copendency or by & chain of successxvely copend-
lng apphcauons. See 35 U.S.C. 120. If the prior appli-
cation ‘is foreign, it must have been filed not more
than twelve months pmr to the earliest U.S. applica-
tion to which the party is entitled. See 35 U.S.C. 119
and §§ 201.14, 201.1S.

If the primary examiner has a reasonable doubt as
to whether a party should be accorded the benefit of
a prior application, the benefit of that application
should not be granted. The examiner’s decision on the
question of benefit is not final, since the granting or
denying of a motion under 37 CFR 1.231(a)(4) is a
matter which may be considered ®* ¢ * at final hear-
ing. 37 CFR 1.258(b).

As a result of the decision on motions it may be
necessary for the primary examiner to change the
order of the parties, which determines the order of
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taking testimony  parties will be listed in. the in-
verse omt M their effective filing dates, with the
party having the latest effective filing date being
Tisted firor. If @ pasty 'is doéorded the benefit

 will not be considered as his effec-

mwmmgw then ol the counts; the §
uveﬁhnadmwhendetmm theowdcroftbc
parties. . Note that the burden of proof as to each
count is specified by 37 CFR 1257(a), so that even
thoughapaﬂywhoissenmrastosomecoumsmd
junior &s to others may be designated as junior party
for procedural purposes and required to take his testi-
mony first, he or she has the burden of proof only as
to those counts for which he or she has the later ef-
fective filmg date.

1105.05 Disselution on Primary Examiuer’s
. Own Regquest Under 37 CFR 1.237 [R~2]

.meer mdekﬂd(]? CFR 1.237. Dissolution at the reguest of
examiner.: f, during the peadency of an interference, a reference or
otberrembeﬁoudwhch.m{heopmmaofthepnmryemun
er, renders. all.or past of the counts unpatentable, the attention of
‘the Board of Patent Interferciices shall be called thereio. The inter-
fetence may be suspended and teferréd 1o the primasy examiner for
consideration of the matter, in which case the parties ‘wifl be aoti-
fied, of -the, reason o be counsidered. Arguments of the parties re-
‘garding the matter will be considered if filed within 20 days of the
‘notification. ‘The interference 'will be ‘contintied or dissolved in’ g¢-
‘cordance: with the determination by the primary exsminer. If such
reference of. reason be found while the interference is before the
pnmryenmmetfudctermmnonofanwmn decision_ thereon
may be i }in thcdecmonon the’ mouon.but thc parues

memsonthcmmer

37 CFR 1.237 covers dnssolutnon of an mterference
on the primary exammers ‘own motion if he or she
discovers a reference or’ other reason whlch renders
any count unpatentable. " ‘

"The following procedures are available under the
provisions of 37-CFR '1.237:

A. If the primary examiner becomes aware of a ref-
erence or other reason for dissolving the interference
as to any count when the interference is before him or
her for determination of a motion; decision on this
newly discovered matter “may be incorporated in the
decision on the motion, but the: parties shall be enti-
tied to- reconssderamn if they have' not submitted ar-
on -the matter™: (37 CFR: 1237) “This same
practice obtains when the primary examiner discovers
a new resson for holding counts proposed under 37
CER 1.231(a) (2) or (3)unpatentable. Under this prac-
tice, the primary examiner should state that reconsid-
eration may be reguested within the time specified in
37 CFR 1.243(d).

B. If the primary examiner becomes aware of a ref-
erence or other reason for dissolving the interference
as to any count when the interference is not before
the examiner for determination of a motion, the pri-
mary examiner should call the attention of the §exam-
iner-in-chief@ * ¢ * to the matter. The primary exam-
iner should include in his or her letter :» the Pexamin-
er-in-chief@ * * * a statement applying the reference
or reason to each of the counts of the imerfercnce
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which e or she desms uepatentable and should for-
veard with the origissl signed lstter a copy thereof fior
:lafwaofatbe pmiea ei m Mm m o

The Qexammer-m-chm sos t!mn mny md
the interference and, forward & .copy of the Jevier to
mhofthapmmmmmmwhwum
munication:

*The attached commuaiemon !rom the primary
examiner has been forwarded to the ‘em
in-chief¢ ®* * *. Inzsmuch as the examin-
crhaschmtoactunder37CFR 1.237 this pro-
ceeding is suspended. Reconsideration can be re-
quested in accordance with 37 CFR 1.237.

It is improper for a party to an interference to bring
a reference or any other reason for dissolution to the
attention of the primary examiner except by a motion
to dissolve under 37 CFR 1.231 or, after the motion
period has closed, by an inter partes letter calling at-
tention, to the reference or reason. See §1111.01. In
the latter case, consideration of . the. reference .or
reason is discretionary with_ the pnmary examiner.
The' Qexammer-m—clueft . may updn recam ‘of
such; a. letter submit. it to- the’ primary ;examiner, who
will follow the; procedures set forth in.peragraph B
sbove if he or. she:considers. that: thesub_yectmttet
oorrespondmg 'to the count ‘in issue is. unpatemable
ovet a reference or for any other reason.. .- -

On the other hand, if the primary examiner oom
ess, sald ;subject matter to be patentable, under the cir-
cumﬁances,heorshemllno&fythe)exammer—m-
chiefg * * * informally. of his or her conclusion. The
Qexammer-m-chxeft * ¢ ¢ will then send a letter to
the parties to the. effect that the primary examiner has
comsidered the reference or other reason, etc. and still
considers the subject matter corresponding to the
count to be patentable No reason or basis for the
conclusion of the pnmary examiner will be stated in
this letter, since the parties have no right to be heard
on this question. See, Hageman v. Young, 1898 CD
18 (Comm. Dec.).

In - cases mvolvmg a patent and an apphcanon.
where the pnmary examiner acts under 37 CFR
1.237, the practice enunciated in Noxon v. Halpert,
128 USPQ 481 (Comm. Dec. 1953) should be fol-
IOW'Cd. & & ¢

If, in an interference involving an application and a
patent, the applicant calls attention to a reference
which the applicant states anticipates the issue of the
interference or makes an admission that applicant’s
claim corresponding to the count is unpatentable be-
cause of a public use or sale, 35 USC 102(b), the pex-
aminer-in-chief¢ * * * will forthwith dissolve the in-
terference, and the primary examiner will thereupon
reject the claim or claims in the application over ap-
plicant’s own admission of nonpatentability without
commentmg on the pertinency of the reference. Such
applicant is of course also estopped from claitning
subject matter not patentable over the issue.

If preliminary statements have become open to all
parties, 37 CFR 1.227, or if not and a party authorizes

1100-7

1105.06 Fors of Decision Letter [R-2)

In order to reduce the pendency of applications in-
volved in interference proceedings, primary emmm
are directed mmmmmmm
days of the date of transmittal to them.

The decision should separately refer to and declde
each motion which has been transmitted by a state-
ment of decision as granted or denied. The decision
myst iuclude the basisforanymndums arrived at by
the primary examiner. Care must be taken to specifi-
cally identify which limitations of a count are not sup-
ported, or the portions of the specification which do
provide support for the limitations of the count when
necessary to decide a motion. Different grounds
urged for seeking a particular action, such as dissolu-
tion for example, “should be referred to and decided as
separate motions. When a motion to dissolve on the
ground of no right to make urges lack of support for
more than one portion of a count and is granted, the
examiner should indicate which portions of the count
he or she considered not to'be disclosed in the apphi-
cation in question. The same practice applies in deny-
ing a party the benefit or prior application. .

Motions to amend or to substitute an apphcaﬂon, if
unopposed do mot require any statement of conclu-
sion if granted but a denial should be supplemented
by a statement “of the conclusion on which denial is
based. If such a motion i granted over. opposmon, the
reason for overrulmg the ‘opposition “should be given.
If an apphcatlon is to be added or substituted and the
examiner has determined that it is entitled to the ﬁlmg
date of a prior appllcatzon by virtue of a divisional,
continuation or continuation-in-part relatlonslnp, the
decision should so state.

It is advisable to decide motlons to dissolve first,
then motions to amend or to substitute an application,
and finally motions to shift the burden of proof or re-
lating to benefit of an earlier apphcatlon taking into
account any changes in the issie or the parties which
may have been effected by the granting of other mo-
tions. If a motion to shift the burden of proof is grant-
ed the change in the order of parties should be stated.

If a motion to dissolve is granted as to all counts,
no decision should be rendered on any motion for
benefit that is before the Primary Examiner for deter-
mination. Furukawa v. Garty, 151 USPQ 110,
(Comm. Pats. 1965). ‘ ,

If a motion to amend is granted the decision should
close with Form Paragraph 11.07 setting times for
nonmoving parties to present claims corresponding to
the newly admitied counts and for all parties to file
preliminary statements as to them.

11.07 Decision on Motion, New Counts Added

Should the part [1} desire to contest priority as to proposed
count {2], & claim corresponding to such coent should be submitted
by amendment to the respective epplication{s) on or before
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wisiiiiieii’ PTG %0 wobmll such. om emandenont mmmw

towead will be mucmdnﬂnw
wed count. The wstements demande mzmum

'mwmmtﬂmum&:
mmuwmmhmymnudmmwme

of the mterfovence on mmmumnmmm
second vemtonse. The tme for sesving prelisinary stalements, 88 re-
quired by 37 CPR 1.215(b), is set to enpire 08 e

1.1nhm insert *y" and the name af the perey or the plusel
“les™ {f move than ane

ufmzw%mmmma

3. The dwss blanks will be filled in by the “enaminerfrin-chiell

If & motion to substitute another commonly owned
spplication by a different inventor is granted, the de-
cision should include Form Paragraph 11.08 setting a
time for the substituted party to file a preliminary
statement.

11.08 Decision on Motion, Parly Substituted
The party [1] to be substituted for the party {2] must file om ox
before ..., & preliminary statement as reguired by 37 CFR 1.218
et seq. mnmledenvelopebumglhepaﬂysmmemdme
Metaadhﬁeofﬂnemtcrferenceonorbefm
En-hnNou:
m:taazb!mk will beﬁlM in bytloe ’mmined-m-chxfc
Thedecmonshouldclosewnththewarmngstate-
menthorm Paragraph 11.09.

1L 09 Decision on Motfon. Closing Statement :
Norequeuforreconmdermonwﬂlbeentermned 37 CFR
l.231(d) B

The spaces provxded in the above paragraphs for
the dates for copying allowed proposed counts and
for filing and serving prehmmary statements should
be left blank. The appropriate dates will be inserted in
the blank spaces by the Service Branch of the Board
of Patent $Appeals and§ Interferencw before the de-
cision is mailed.

Where there has been consultation with a member
of the Board of Patent p Appeals and@ Interferences
as required by § 1105.01, the word “APPROVED”
and spaced below this the Board member’s name who
was consulted should be typed at the lower left hand
corner of the last page. The Board member will sign
in the space below “APPROVED. * If less than all of
the motions decided required consultation, under
& 1105.01, the word “APPROVED"” should be fol-
lowed by an indication of matters requiring such ap-
proval. For example,

“Approved as to the motion to shift the burden of

roof.”
F After the decision is signed by the primary examin-
er and the proper clerical entry made, the complete
interference file is forwarded to the Service Branch of
the Board of Patent PAppeals and§ Interferences for
dating and mailing or for the Board member’s signa-
ture if there has been a consultation.

The motion decision is entered in the index of the
interference file; it should include the following infor-
mation and be set forth in this order:

Date . “Dec. of Pr. Exr.” ____ Granted. If
some of the motions have been granted and others
denied, the last entry will be “Granted and Denied”,
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end of coures, if all the motions have boen denled, the
umwmmm"wammmmw
lowed counts end for (ling ¢
mmummm.mmmmuw

“Amemwmmdw_- Below are
examples of eniries which should be made in the in-
terference brief in the section entitled “Decisions oa
Motion” (Form PT0-222) in each case involved in
the interference:

Dissolved
Dissolved es to counte 2 and 3
Dissolved as to Smith
Counts 4 and 5 admitted

These entries should be verified by the primary ex-
aminer.

Determination of the next action to be taken is
made by the Service Branch of the Board. Examples
of such action may be redeclaration, entry of judg-
ment, or setting of time for takmg mmony and for
ﬁlmgbnefsforﬁnalhurmg

1105 07 Peﬁtion for Reeonsidemﬁon ofDeeisiol

Petitions or' reguests: for reconsideration of a deci-
smnonmotwnsunder37CFR§lz3lor§1237mll
not be given' consideration § 1.231(d). Aa exception is
the case where under 37 CFR 1.237 the primary ex-
ammerfortheﬁrstnmctakesnouceofagmundfor
dissolution while the interference is before the exam-
iner for consideration of motions by the parties and
mcorporatathmmattermhnsdecmonsothatthe
parties have had no opportunity to present arguments
thereon. In this case the examiner’s decision should
include a statement to the effect that reconsideration
may be requested within the time speclﬁed in 37 CFR
1.243(d). See § 1105.05.

1106 Redeclaration of Interferences and Addi-
tional Interferences [R-2]

Redeclaration of interferences where necemwed
by a decision on motions under 37 CFR 1.231 will be
done by Pan examiner-in-chief§ ¢ * * the papers
being prepared by the Interference Service Branch.
The decision signed by the primary examiner will
constitute the authorization. The same practice will
apply to the declaration of any new interference
which may result from a decision on motions.

110601 After Decision on Motion [R-2]

Various procedures are necessary after decision on
a motion. The following general rules may be stated:

(1) If the total result of the motion decision consists
solely in the elimination of counts, the elimination of
parties or a shifting of the burden of proof, no redec-
laration is necessary. The motion decision itself con-
stitutes the paper deleting counts or parties and is
likewise adequate notice of the shifting of the burden
of proof.

(2) If the motion decision results in any addition or
substitution of parties or applications or the addition
or substitution of counts, then redeclaration is neces-
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(S)moenﬂdthamyhfomionm
ing: an application to'be sdded or substituted should
appear . in: the motion’ decision 'or on: the fece of the
application file no separste communication from the
mymuwmmmmmonh
pecessary of desired. : :

The m-mr-m«cm "‘ wnll detemine
whether or not the parties have copied
the proposed counts which bave been admitted within
the time allowed and if they have, the pezaminer-in-
chiefg ® * * will proceed with the redeclaration. If a
party fails s0 to copy & proposed count and thus will
notbemcludedmmterfetenceutosuchcountthe

-will be. returned to the primary examiner
by the.exammer-m-chtef‘ ¢ ¢ ¢ with a memorandum
explaining the circumstances, unless the original inter-
femncemllconunneastooneormorecounts.lnthe
mhmeongmalmterfercnceandanewmmfer”’
will be declared (assuming at least one other nonmov-
-mgpﬁyassertstheproposedcount)onthenew
comandmclummthmepumswhohavew
serted it in their applications.

Indeclarmgancwmterfetenceasataultofa
mouondecmonthenouceswthepartmandthedec-
Isration sheet will include a statement 10 the follow-
mgeffect

“This. mterfcrence is declared as the rault of a
decmononmotmns in Interference No." : '
In this case also, no. times . for filing prehmmary state-
mentsormotwnsmllbeset. _

1106. [Il)? ley Addition of New Purty by Exmmer

.Former nowdektm37CFR 1.238  Addition of néw party by ex-
aminer. If during the pendency of an interference, another case ap-
mchumngmbumaﬂytheubjeetmttamuuc,thepnmry
exnminer should notify the Board of Pateat. Interferences and re-
quest sddition of such case to the interference. Such addition will
be done 88 & matter of course by & patent inferference examiner, if
80 testimony has been taken. 1f, however, any testimony may have
been taken, the patent interference examiner shall prepare and msil
8 notice fou tbepmpoeednewpnny.dmcloamgthemuemmmfer-
ence end the names and addresses of the interferants and of their
attorneys or agents, and notices for the interferants disclosing the
uneme end sddress of the said perty and his attorney or agent, 1o
ewbofthepm:ec,mgamneforsmmganyobjecnommdat
his discretion 8 timne of hearing on the question of the admission of
the new party. If the patent interference examiner be of the opinion
that the new perty should be edded, he shall prescribe the condi-
tions imposed upon the proceedings, including a suspension if ap-
propriste.

Section 1.238 states the procedure to be followed

when the examiner finds, or there is filed, other or
new applications interfering as to some or as to all of
the counts. The procedure when any testimony has
been tsken differs considerably from the procedure
when no testimony has been taken. However, the dif-
ference does not involve the primary examiner but
rather affects the action taken by the® examiner§-in-

chief@

1100-9

the ofproceedimut!utpnm.lfthed-
dmmalpmthbe:ddedutooal gome of the
counts, the Qexaminer-in-chief§ ¢ * ¢ will declire a
newmmfcrmeeutothooecommdrefmmth

B I.231or 1.237 [R—Z] T emerns

" If the examiner ‘finds upon further consxdeutm
that the position taken. in i
solving an interference I
terference should be remsutu
dures should be followed:

- 1. “The .examiner  should upon. allowance of the
clums ‘in the- application - wh:ch were . previously
denied, corresponding: to the former couats in the in-
terference clearly indicate in-the action to the appli-
cant, the reasons for the change:in: position as com-
pared to the position. taken in. the decision on motions.

2./ This action to the: applicant allowing such claims
should have the approval of . and beat the approval of
the Group Director.. - .

3. The application(s) and patent(s) mvolved in the

reinstitated interference should be forwarded together
with the necessary forms PTO-850 flsee § 1112.05)¢
andtheoldtermmatedmterfetmceﬁlwtotheBonrd
of Patent §Appeals and§ Interferences. -
4, Atthetopoftheformm-aw.mthelegend
“Interference-Initial Memorandum”, the word “Iuni-
tial” should be stricken and the word “Reinstatement”
should be substituted therefor in red ink. '

5. The forms PTO-850 must bear the approval of
the Group Director.

1107 $Action Following Termination of§ * * *
Interference [R-2] ‘

$The action to be taken by the examiner following
termination of the interference depends upon how the
interference was terminated, and in some instances,
the basis of the termination. Interferences conducted
under 37 CFR 1.201-1.288 may be terminated either
by dissolution or by an award of priority.

Afier the Board of Patent Appeals and Interfer-
ences has rendered a final decision in an interference,
the losing party may either appeal to the Court of
Appeals for the Federal Circuit, under 35 U.S.C. 141,

‘following proce-
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mm:;gn pbtion in svw t ooert,
unidler . 8 M@ﬂm filing © mmm
mcmwwm mmmw
ducted in o district m i m w«n, tho files
will be retained at the Board until the court proceed-
ing hds terminated. (The PTO may, but normally does
not, issue the application of & winaing party in sa in-
terference involving oaly. applications, motwithstand-
ing the filing of a civil action uader 35 U.S.C. 146 by
the losing party. See Monaco v. Watson, 270 F.2d 335,
122 USPQ 564 (D.C. Cir. 1959).)¢¢ * ¢ .
PWheng® the files fare¢®® returned to the examin-
msgrouphﬂerwrmmmoaonhemterferewe,‘me
primary examiner is required to make an entry on the
index in the interference file on the next vacant line
that the decision has been noted, such as by the
words “Decision Noted” asd the primary examiner’s
initials, The mterference ﬁle is retumed to the Service

+Under 37: CFR 1231(c)’ .a ‘moving party( ¢ % &g
reqmred to submit with' hig or her motion * * * as a
séparateé - paper, an’ amendment embodymg the pro-
posed cldims if the claims aré not already in the apph-
cétion -concernied.In’ the case of an- apphcatlon in-
volved in - the interference, ‘this amendment is not en-
tered at that:time but is placed in the application file.
1 Aw amendment filed in connection with a motion to
add por substitute¢ counts to an interference. must
pinclude any@ * * * claim or claims to be added and
bbe accompanied by¢® the appropriate fees §(or fee
authorization)§, - if any, which would be due .if the
amendment weie to be entered, §even thoughg it may
be that the amendment will never be entered. Only
upon the : granting of the motion Pmay: it be¢g © * ©
necessary for the other party or parties to present
claims, but the fees §(or fee authorization)¢ must be
paid whenever fclaims are¢ presented. Claims which
have been submitted in- response to a suggestion by
the Office for inclusion in an application must be ac-
companied by the fee due (or fee authorization)§, if
any. Money paid in connection with the filing of a
proposed amendment will not be refunded by reason
of the nonentry of the amendment.

If the motion is granted the amendment is entered
at the time decision on the motion is rendered. If the
motion is not granted, the amendment, though left in
the file, is not entered and is so marked.

If the motion is granted only in part and denied as
to another part, only so much of the amendment as is
covered in the grant of the motion is entered, the re-
maining part being indicated and marked “not en-
tered” in pencil. (See 37 CFR 1.266.)
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Asaemywtm;mcﬁce itfonomtha
where prosecution of the winning epplication hed
been closed prior to the declaration of the interfer-
ence, as by being in condition for issue, that applice-

claims had been presented fin connection vmh &
motion in the i ¢ %o

Itshouldbenotedatthispmntthat,underthepro—
visions of § 1.262(d), the termination of an interfer-
enice on the basis of a disclaimer,; concession of priori-
ty, abandonment of the invention, or abandonment of
the contest filed by an applicant operates without fur-
ther action as a direction to cancel the claims in-
vol,edftomtheapphcatmn ofthepartym.ﬂnngme
same. ‘

01109(0)
[R-2]

IntufeteaeeTermianthlom

If the interference was dnssolved the sction to' be
taken by the exammer depends on the basis for tbe
dissolution. ‘

A. Common ownershnp If the mterference ‘was dis-
solved because the involved applications were com-
monly assisgned (37 CFR 1.202(c)), the exammer
should proceed as indicated in-§ 804.03. o

B. No interference in fact: A holding of no mterfer-
encein fact means that the claims of the parties which
corrmpond to the counts are drawn to patcntably dif-
ferent inventions. Therefore, if the interference is dis-
solved on the ground of no interference in fact, either
as a result of the gramting of a motion to dissolve
under 37 CFR 1.231(a){(1), or by the Commissioner
pursuant to a recommendation by the Board of Patent

Appeals and Interferences under 37 CFR 1.259, the

puﬂmmymhbemuedapatentmtheucme-
sponding claims, assuming that those claims are other-
wise patentable. Knell v. Muller, 174 USPQ 460
(Comr. 1971).

C. Unpatentability: The mterference my ‘be dis-
solved on the ground of unpatentablllty either as a
result of the granting of a motion to dissolve under 37
CFR 1.231(a)1) (on a ground other than no interfer-
ence in fact), or on the examiner’s own motion under
37 CFR 1.237 (see § 1105.05). In either case, the ap-
plication or applications to which the ground of disso-
lution applies must be rejected on that ground. For
example, if the interference is dissolved on the ground
that the claims of A which correspond to the counts
are unpatentable to A (under 35 U.S.C. 112, 102, 103,
etc.), A’s claims should be rejected as unpatentable on
that ground in the next Office action. The rejection
may of course also be made as to any other claims of
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Kfmapplw&tim wumoondmoaﬁotallowmm

mml prior to the declaration of the interference, the

matter of reopening the prosecution after dissolution

of the interference should be treated in the same gen-

eral manner as after am award of priority. (See
£8 1109.01 and 1109.02.)

The examiner should also reject on the groand of
estoppel any claims of the junior party which could
have formed the basis of & new or amended count of
the mterference, i, by a motion under 37 CFR
1231(3)2) or 1231(b) (37 CFR. 1.257(b) - specifically
provides that this ground of estoppel does not apply
to the semor party) For example, if the mterferenoe

d on the the'

party i gstopped for fanlmg to move to add that m-
vention to the' issue of the: mterference ‘Meitzner v.
Mindtck '549 F.2d 775, 193 USPQ’ 17 (CCPA 1977)

“Note' that if” the ‘senior party' was'a patentee, the
junior party applicant cannot be &stopped for failing
to move to add claims to commonly-dlsclosed subject
matter which was not claimed in the patent, since the
PTO cannot require a patentee to file a reissue appli-
cation. However, the junior party’s claims to such
subject matter may be rejected over the patent under
35 U.SC. lOZ(e)/lOB leaving the possibility that the
junior party may antedate the patent by a showing
under 37 CFR'1.131.

‘D. Dissolution under 37 CFR '1.262(b): Wlth certain
exceptlons specified in 37 CFR 1.262(b) an applicant
may obtain voluntary dissolution of the interference
by filing an abandonment of the contest or abandon-
ment of the application. The abandonment of the con-
test operates as a direction to- cancel the involved
claims from that party’s application (37 CFR
1.262(d)). If as a result all claims of the application
are eliminated, see the fourth paragraph of § 1109.02
for the action to be taken. Even though an abandon-
ment of the contest or of the application operates to
dissolve the interference, 37 CFR 1.262(b) provides
that “. . . such dissolution shail in subsequent proceed-
ings have the same effect with respect to the party
filing the same as an adverse award of priority.” Ac-
cordingly, in any subsequent prosecution, the party

1100-11
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F. Pro Forma Dissolution: The interference may
hnvebeenMvedpmﬁ»mmbymepmm«&r
ence examiner or examiner-in-chief because the
agreedonagroundofdimiunon(seeﬁlwsm,thh'd
paragraph), or because an applicant in: interference
with a patent has admitted that the application claims
corresponding. to the counts are umpatentable over a
reference, or prior public use or sale (see §1105.0S,
second-to-last paragraph). In these imstances. the
claims should be rejected on the agreed ground, or-on
the admission, without, regard to the merits, of the
matter. Ex parie GraIL 202" USPQ “Jo1

(Bd App 1978) 0

The mterferencc may be termmated by the Board
of Patent. Appenls and Interferences awarding a judg-
ment of priogity. of invention to a party as to all of the
counts, OF., toonepartyastosomeofthecounts,and
to the other. party as to the rest of the: counts (a “split
award of pnonty”)

After the Boards decnsmn, mcludmg any declsmn
on reconsideration, the losing party may. appeal to the
Court:.of - Appeals for the Federal Circuit, or file a
civil action in United States district court. In an inter-
ference involving omly applications; the PTO. may
send the winning party’s case to issue notwithstanding
the filing of a civil action, see Monaco v. Watson, 270
F.2d 335, 122 USPQ 564 (DC Cir. 1959), but nor-
mally does not doso. -

If an appeal or civil acuon is not ﬁled the mterfer-
ence is terminated as of the date: the time for filing: an

.or civil action expired. Tallent v. Lemoine, 204
USPQ 1058 (Comr. 1979). If an appeal is taken to the
Court of Appeals for the Federal Circuit, the interfer-
ence terminates on the date of receipt of the court’s
mandate by the PTO. In re Jones, 542 F.2d 65, 191
USFQ 249 (CCPA 1976). I a civil action is ‘filed, and
the decision of the district court is not appealed, the
interference terminates on the date of the court’s deci-
sion.

The files are not returned to the examining group
until after termination of the interference. Jurisdiction
of the examiner i automastically restored with the
return of the files, and the cases of all parties are sub-
ject to such ex parte action as their respective condi-
tions may require. The date when the priority deci-
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; Ra-exmedm&pmedformm"hphmdoatbe
file wrepper together Wwith a mew signature of the: pric
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Smhamwhwﬂlbemﬁedupombythel‘m
Issue Division es showing: thet the: A8 e
tended to 'be passed for issve and makes it possible to
screen ‘out those- applications which are mistakealy
forwarded to the Patent Issue Division dunng the
pendency of the interference.

See: § 1302.12 with respect to listing references dm—
cussed in motion decigions. -

- FormParagraph :11.02 may be used to resume ex
pm‘te prosecution. ... _ .
1102 ExPanersecuuonuResumed AR ‘

> Intetference No: {1] has been tclmmated by a decmon [2] to ap-
plicant. Ex parte: prosecnuon ls remmed

Exmm soarks Lo

lnbracketz.msertwhetherfavmnbleorunfwonhk R

1109 01‘ The Wuming Patty [R-Z]

..

. If the winning party's application was. not gn allow-
able condition when the interférence was fonmd and
has since been amended, or if it contains an unan-
swered “amendment . org® 'if the rejection standmg
againist' the' ¢laims™ at’ the time ‘the interference ‘was
forméd ‘was overcome by reason’ of the ’Judgment
favor of the applicant, (as'for example where the in-
tetference ‘involvedg * * ¢ the * ¢ *: patent which
formed the basis of the rejection $)§ the examiner
forthw:th takes the application up for action.©

“If, however, the application of the wmmng party
contdins an unanswered Office action, the examiner at
once notifies the applicant of this fact and requires re-
sponse to the Office action within a shortened period
of two mionths running from the date of such notice.
See Ex parte Peterson, 1941 C.D. 8, 525 O.G. 3. This
procedure is not to be construed as requiring the re-
opening of the case if the Office action had closed the
prosecution before the examiner.

Form Paragraph 11.03 is suggested for notlfymg the
winning party that the application contains an unan-
swered Ofﬁce action:

11.03. Office Acnon Urmnswerea‘

This- apphcanon contains an unanswered Office action mailed on
[l] A SHORTENED STATUTORY PERIOD FOR RESPONSE
TO SUCH ACTION IS SET TO EXPIRE [2) FROM THE
DATE OF THE LETTER.

Ezaminer Note:

This paragraph must be preceded by paragraph 11.02.

If the prosecution of the winning party’s case had
not been closed, the winning party generally may be
allowed additional and broader claims to the common
patentable subject matter. (Note, however, In re
Hoover Co., Etc., 1943 C.D. 338, 57 USPQ 111,
CCPA 9217.) The winning party of the mterference is
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mination of the interference a letter is written the ap-
plicant, as in the case of any other action unanswered
at the time the imterference was instituted, setting a
shortened period of two months within which ¢o file
an appeal or cancel the finally rejected clsims.

1109.02 The Losing Party [R-2]

The application of each of the losing parties follow-
ing an interference terminated by a judgment of prior-
ity is acted on at once. 'l‘hejudgmentxsexmmned to
determine the basis therefor and action is taken sc-
cordingly. -

If the judgmmt is based on a disclaimer, concession
of priority, or abendosiment of the invention filed by
the losmg spplicant, such disclaimer, concession of
priority, or abandonment of the invention operates
“without farther action as a direction to cancel the
claims” involved from the apphcatmn of the party
makmg the same™ {37 CFR 1.262(d)). Abandonment
of the contest has a similar result. See §§1109(a). The
claims corresponding to the¢® mterference counts
thus disclaimed, conceded, or abandoned are accord-
ingly canceled from the apphcatlon of the party filing
the document which resulted in the adverse judgment.

Ifthemdgmcnttsbasedongroundsotberthan
those referred to" in the preceding pntagraph, the
claims corresponding to the interference counts in the
application of the losing party should be treated in ac-
cordance with 37 CFR 1.265, which provides that
such claims “stand finally disposed of without further
action by the examiner and are not open to further ex
parte prosecution.” Accordingly, a pencil line should
be drawn through the claims as to which a judgment
of priority adverse to applicant has been rendered,
and the notation “37 CFR 1.265" should be written in
the margin to indicate the reason for the pencil line. If
these claims have not been canceled by the applicant
and the case is otherwise ready for issue, these nota-
tions should be replaced by a line in red ink and the
notation “37 CFR 1.265” in red ink before passing the
case to issue, and the applicant notified of the cancel-
lation by an Exsminer’s Amendment. If an action is
necessary in the application after the interference, the
applicant should be informed that “Claims (designated
by numerals), as to which a judgment of priority ad-
verse to applicant has been rendered, stand finally dis-
posed of in accordance with 37 CFR 1.265.”

if, as the result of one or both of the two preceding
paragraphs all the claims in the application are elimi-
nated, a letter should be written informing the appli-
cant that all the claims in the application have been
disposed of, indicating the circumstances, that no
claims remain subject to prosecution, and that the ap-
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notpatentableoverthewbjectmnerofmm
which were-awarded to' the winning party should be
‘rejected as unpatentable over-the lost counts, under
38 U.S.C. 102(g)/103. In re Yale, 347 F.2d 995, 146
‘USPQ 400 (CCPA '196S); In re' Wildmg. 535 F 2d 631
190 USPQ 39 (CCPA 1976). -
2. Interference Estoppel: Clalms wluch are not -
‘patentable: over the. lost counts, but: which are drawn
(o subject matter which i$' common to the disclosures
‘of the losing: party and ‘winning party. and therefore
Gould have been: made' counts ‘of the interference. if
‘the-losing party had filed a2 'motion to'amend under:37
SCER 1:231(2)(2) ‘'or-to: declare: an additional imterfer-
sence under 37: CFR 1:231(2)(3), hould be rejected on
‘thie-ground ‘of ' interference estoppel. | Note,: however,
- that-interference estoppel does not apply: -~ &5
3 A.thtethelosmgpmywuthemorp:rty,
md thé awud ‘Of pmnty(wdgment) was' ‘based solely
v 7 ; ; 4G =37:CFR

TRl

L34 o Y, 3 my’ . p

‘"rectly ‘o the: common - disclosure of the losing and
winning' parties. Jn're Risse, 378 F:2d:948,-154 USPQ

e (GCPA 1967); - In--re W:Idmg, 535 F2d 63! !90
USPQ 59:(CCPA 1976).:

~CiWhiere: the winning party Wwas: g patentee, and

'the losing 'party’s ‘claims ‘are’ drawn: to- subject matter
-niot:claimed by the patentee. In sich-a case, the losing
applicant cannot: be estopped for: failing -to-move: to
add claims to commonly-dlsclosed subject matter
which was not claimed in the patent, since the PTO

. cannot [Tequire a patentee to file a reissue apphcatxon
However, if the losing .p P pllcant - effective
filing date is later than the winning patentee’s effec-
‘tive U.S. filing date, ‘the-losing party s claims 0 such
subject matter may be rejectéd over the patent under
35 US.C. lOZ(e)/ 103 ‘leaving ‘the possibility that the
junior party may antedate the patent by a showmg
under 37 CFR 1.131.-

“'If the only reason the losmg party lost the interfer-
ence was inability to overcome the filing date of the
‘winning party’s priof foreign’ application, see: Ex parte
Tytgat. 225 USPQ 907 (Bd.Apps. 1985).¢ % ¢ *

- Where the winning party is an applicant, reference
should be made only to the application of (Name), the
winning party in Interference (No.), but the serial
number or the filing date of the other case should not
be included in the Office Action. * * *

if the losing party’s case was under rejection at the
time the interference was declared, such rejection is
ordmanly repeated (either in full or by reference to
the previous action) §, along with any rejections on

1100-13
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ference; the losing party. may oeder & copy thereof o
.engble seid party. to respoad to a rejection based on

the sutcessful perty’s disclosure. Such order is re-
feuedtothe‘emmer-m—chwf‘“'whohum-
tlmmy to approve orders of this nature. .

Wheretherejecttonisbasedonthelsweofthem-

tetference, there is no need for the applicant to have a
‘copyofthewmmng ‘party’s drawingg, forthemuecan
be mterpreted in the' light' of the nppltcant

"the party.
ection ‘on mtopp_el through
7 CFR 123’1(a)’ "(2 and (3)

. Where-.an: interference is .declared all qustxons in-

..volved therein: are. to-be determined inter. partes. This
-includes: not:only:the question of priority of -invention
:but - all; questions relative to the right of-each.of the
- parties to’make:the claims. in issue: or-any claim: sug-
-gested to be added: to- the issue and - the qmtxon of tbe
. patentab:hty of the claims. - o

" Bxaminers ' are ‘admonished’ that inter partes qu&s-

-tions should not be discussed ex parse with-any of the

intefested paities and that they should so inform ‘ap-
plicants or their attorneys if any attempt is made to
discuss ex parte these inter paries questions.

Record i Each Interference Complete

When there are two or more “interfererices pendmg
in this Off ice re]atmg to the same subject matter, or in
which’ substantxally the same appllcants or patentees
are parties thereto, in_order that the record of the
proceedings in each partlculat interference may be

kept separate and distinct, all motions and papers
_sought to be filed, therein must be titled in and relate

only to the particular interference to which they
belong, and no motion or paper can be filed in any
interference which relates to or in which is joined an-
other interference or matter affecting another interfer-
ence.

The examiners are also directed to file in each in-
terference a distinct and separate copy of their ac-
tions, so that it will not be necessary to examine the
records of several mterferencm to ascertain the status
of a particular case.
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This will not, however, apply 10 the testimony. All

papers filed in, violstion of %mmmﬂhcm
-mmdwthemmﬁknsm

111103 ovmnmm

Where one of several applicati ofthe same in-
vemorornuigneewhiehmuin ¢ claims
geéts' into an’ interference;’ the: - of ‘alll ' the
cmnminmmwr&moeshomumﬁodnm‘

as ‘possible, by treating ss: prior art the counts of the
hmmneemdbymingmpmperhmofm
glon or distinction between the spplications. In' some
inomampemmofwuonbythemecmbe
avoided. See § 709.01. - .

Where an. nppllcatlon mvolved m mterference in-
cludes, in addition to the subject matter of the inter-
ference, a separate. and divisible invention, prosecu-
‘tion of the: second invention may be had during the
pendency of the mterfetence by filing:a divisional, ap-

vpheanon for the second mventxon .or by ﬁhng a divi-
: matter, of the mtezr-

1111, [%5 2]Amendments Filed During lnterf

© The dtsposmon of amendments filed: in‘ connectnon
wnth ‘motions in ‘applications involved in-a#' interfer-
‘ence; ‘after the interference has: ‘been terminsited, <is
treated in-§ 1108 If the -amendment is filed porsnant
t0- a: letter by the -primary :examiner," after -having
gotten jurisdiction' of the involved: application for:the
purpose of suggesting a claim:or claims:for interfer-
ence with another. party.and for the: purpose. of:de-
- claring an additional interference, the examiner enters
the amendment and takes the ptoper steps to .initiate
the second interference. - ;

OTHER Amsmmsms

When an amendment to an: apphcatton involved in
an interference is received, the examiner inspects the
‘amendment and, if necessary, the application, to de-
termine whether or not the amendment ‘affects the
pendmg or any’ prospectlve mterference If the
'amendment is an ordinary one properly résponsive to
the last regular éx parte action precedmg the declara-
tion of the interference and’ does not affect the pend
ing or any prospective interference, thie amendment is
marked in pencil “not entered” and placed in the file,
a corresponding entry being endorsed in ink in the
contents column of the wrapper and on the serial and
docket cards. After the termination of the interfer-
ence, the amendment may be permanently entered
and considered as in the case of ordinary amendments
filed during the ex parte prosecution of the case.

If the amendment is one filed in a case where ex
parte prosecution of an appeal to the Board of
pPatent@ Appeals pand Interferences§ is being con-
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file..
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Ifthememmdlumblechmdm
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pending application in issve or ready for issue, the ex-
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takes the prom s:eps to mnmte me seeond inwrt'er-
ence.
Wheremﬂ)eopnmonoftheexammer.thepmpom

-amendmentdoesnotputtheapphcatmnmoond:m
for intérférence with another applicstion not.involved
Jin the: mtetferenee,theamendmentnsplwedmmeﬁle
‘and.:marked; “not -entered” : and :the -applicant- is- in-
-formed why it will: not.\be. now. entered ‘and acted
-upon:.See form: at:§ 1112.10. Where : the amendment
.cop:eeclannsofapatentnotmvolvadmthem@erfer

ence and which the examinér believes: ave 2ot patent-

‘able: to the. applicant, andwhetetheapphemonu
.open to.further ex parte prosecution, the file should be
‘Obtaitied, the amendment . entered . and  the . claims :re-

jected, setting a time limit for response. If reconsider-

_ation is requested and rejection made-final a time limit

for appeal shiould be set. Where: the application at the
 tigie ‘of : formmgthe interference was closed: to.further
- éx parte prosecution and the disclosure of the:applica-

tion will prima facie, not support the copied: patent

: claims 'or: where copied. patent  claims are drawn to a
-non-elected invention;: the amendment; will not be en-

-tered -and:.the .applicant will .be so.informed giving
very. briefly the reason for the nonentry of the amend-

ment. See letter form in § 1112.10. -

’111106 ‘Notice of Rnle ‘37 CFR 1.23!(&)(3)

‘Motion Relating to Applieatwn Not Involved
in Interference 2] e

~under 37 CFR l 231(3)(3) affectmg an apphcmon not

already included in the interference, the bexammemn-

_chief@ * * * should at once send the primary examin-

er a written notice of such motion .and: the . primary
examiner :should place this notice in said application

The”notlce is customanly sent to the group which
declared the . interference since the apphcauon re-
ferred to .in the motion is generally examined in the

‘same group. However, if the application is not being

examined in the same group, then the correct group
should be ascertasined and the notice forwarded to
that group.

This notice serves several useful and essential pur-
poses, and due attention must be given to it when it is
received. First, the examiner is cautioned by this
notice not to consider ex parte, questions which are
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1111.07 ConmolApNM« [R-2}

Although, for simplicity, the subject of this section
is titled “Conversion of Application,” it includes all
cases where an application is converted to change the
applicant. See § 201.03.

If conversion is attempted after declaration of an in-
terference but prior to expiration of the time set for
filing motions, the matter is treated as an infer partes
matter, subject to oppomnon That is, the filing of

motion under 37 CFR 1.231(a){5) and will be trans-

mitted to the primary examiner for decision after expi- -

ration of the time within which reply briefs may be
filed, along with any other motions which may have
been filed. If conversion is permitted, redeclaration
will be accomplished as in other cases on the basis of
the decision on motions.

If conversion iz atiempted after the close of the
motion period but prior to the taking of any testimo-
ny, the pexaminer-in-chief@ ®* ® * may, at his discre-
tion, either transmit the matter to the primary examin-
er for determination or defer consideration thereof to
final hearing for determination by the Board of Patent
$Appeals and§ Interferences. If transmitted to the pri-
mary examiner, the matter is treated as outlined in the
preceding paragraph.

If conversion is attempted after the taking of testi-
mony has commenced, the §examiner-in-chief§ ¢ * *
will generally defer conmsideration of the matter to
final hearing for determination by the Board of Patent
PAppeals and¢ Interferences.

In any case the examiner must, when deciding the
question of converting an application, determine
whether the legal requirements for such conversion
have been satisfied, just as in the ordinary ex parte
treatment of the matter. Also as in ex parte situations
the examiner should make of record the formal ac-
knowledgment of conversion as required by § 201.03.

A party may occasionally seek to substitute an ap-
plication with a lesser or greater number of applicants
for the application ongmally involved in the interfer-
ence. Such substitution is treated in the same manner
as the conversion of an involved application as de-

scribed above.
111108 Reissue Application Filed While Patent
Is in Interference [R-2]

Care should be taken that a reissue of a patent
should not be granted while the patent is involved in

1100-15

Commissioner for Patents

m Ww m normllly forwm by m
Appm Divisioa to the Office of the dAssistunt
%% 8, A letter with titling
relative to'the interference s phoed in the interfer-
ence file by the PAssistant¢ Commissioner and copies
thereof are placed in the reissue application and
mailed to the parties to the interference. This letter
gives notice of the filing of the reissue application and
generally includes a paragraph of the following
nature.

“The reissue application will of course be open to
inspection by the opposing party during the interfer-
ence and may be separately prosecuted during the in-
terference, but will not be passed to issue until the
final determination of the imterference, except upon
the approval of the Commissioner.”

Should an application for reissue of a patent which
is involved in an imterference reach the examiner
without having a copy of the letter by the PAssistant@
Commissioner attached, it should be promptly for-
warded to the Office of the DAssistant Commissioner
for Patents@g ®* * ¢ with an appropriate memorandum.

1111.10 Benefit of Foreign Filing Date [R-2]

If a request for the benefit of a foreign filing date
under 35 U.S.C. 119 is filed while an application is in-
volved in interference, the papers are to be placed in
the application file in the same manner as amendments
received during interference, and appropriate action
taken after the termination of the interference.

® ® % A party having a foreign filing date which is
not accorded benefit in the declaration papers should
file a motion to shift the burden of proof or for bene-
fit of that filing date under 37 CFR 1.231(a}{4) and
the matter will be considered on an inter partes basis.

1111.13 Consultation With pExaminer-in-Chief@
* ¢ » [RI]

In addition to the consultation required in connec-
tion with certain motion decisions in § 1105.01, the ex-
aminer should consult with a * * * member of the
Board of Patent pAppeals and§ Interferences in any
case of doubt or where the practice appears to be ob-
scure or confused. In view of their specialized experi-
ence they may be able to suggest a course of action
which will avoid considerable difficulty in the future
treatment of the case.

1111.14 ]Correction of Error in Joining Inventor
=2
Requests for certificates correcting the misjoinder
or nonjoinder of inventors in a patent are referred to
the Office of the pDeputy Assistant Commissioner for
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Patesiteg® for consideration fencept where-the patent
is involved in an interference@ If the patent is im-
volved i interference. when the request . is filed; the
matter fehould be referred to the Board of Patent Ap-
peals and Interferences and@. will be considered inter
partes. . Sexvice of the request on the opposing. perty
wﬂlbereqmredmdmypaperﬁ!edbymm
party ;addressed to the request will be, if
ﬂedwuhmzodaysofmvmofloopyofthcre-
quest on the opposing party. Following this. 20 days,
the.ChmmmoftheBoardofPatentApped’md
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emfomm;pmhwmdm During the in-
terference; & copy. of any decision concerning the re-
quest: will be sent o the opposing party ss well ss-to
the requesting perty. Issuasice of the cestificate will be
withheld umtll the faterference is terminited gince evi
denceiddmdhthemerferenoemym:buﬁnz
on the question of joinder. Seeuho§l481
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1112.08 Primary Exsminer Disselntion &a%ie e
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This form is to be used in oil cases except when the
interference is before the primary examiner for deter-

mination of a motion. Sufficient copies of this &uus uachmmsefthuappﬁanknmlamumngeaachanthzth&

should be preparéd and seat to the Eku-ﬁnno&nw - lowinig ‘i ‘tuggested: “Applicant’s clasims—are consid-

dwdtﬂrﬂ-ﬁhenuv*udhmumvlocuﬂnnnv umdﬁﬂﬁhﬂﬁﬂﬂyGxtmpmmmﬂmtumn7ﬂwhqdkh
! PATENTEE INVOLVED - :

If one of the perties is o patentee, no- ndbmncew’~"f =
ﬂhnddlmemndetothepuumtchmmm:xn'ubdu:ﬁnx,\"

INUWHDSIAJISIIHMHHIHHHFﬂFIﬂlﬂlﬂﬂcﬁ
lhnou:uul!@oi-uuﬂxoﬂhn ;

wIn'"

“"John W;llatd .

‘tuéhéi Stone

Under. the. ptovisions of 37 ch “231_TYOur7attéﬁ£ib’:i‘%
f called to the followxng Patents.;‘EL o :
L 197.520 . Jol

1.637 468

Counts l and 2 ate consxde:ed anticipated. by exthet ‘of ..

1«1391 214-26 €
o F4=26

these references under 3§WU.S.C. loz_fozhthe;gollowxng;;h@”
(The Examiner discusses the_tefeténces-)

MMWard:cch

Copies to:

John Jones

133 Pifth Avenue ' '
New York, New York 11346 ,

'Leonatd-shithk
460 Munsey Building
Washington, D.C. 20641
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1112.10 lLetter Demying Entry of Amendment
Secking Further Interference

Paper No.

Z. Green A.U. 123
[Serial Wo. 999,999 7/3/79 |
Richard A. Green

PIPE CONKECTOR

Charles A. White

123 Main Street

Dayton, Ohio 65497 __J

The amendment filed has not now been

entered since it does not place the case in condition for another

interference.
(Follow with appropriate paragraph, e.g., (a) or (b) below:)

(a) Applicant has no right to make claims

because (state reason briefly). (Use where applicant cannot make
claims for interference with another application or where

applicant clearly cannot make claims of a patent.)

(b} Claims are directed to a species which is not

presently allowable in this case.

Z. Green:ne
(703) 557-2802
11060-19 Rev. 2, Dec, 2985





