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1801 Basic PCT Principles [R-5]
MAJOR CONCEPTS

The Patent Cooperation Treaty (PCT) is an international
agrecement to which the United States of America is a party,
which provides for the filing of patent applications on the same
invention in a number of countries. The PCT enables the U.S.
applicant to file one application, “an international application”,
in a standardized format in English in the >U.S.< Receiving
Office (the U.S. Patent and Trademark Office), and have that
application acknowledged as aregular national filing inas many
member countries 1o the PCT as the applicant “designaies” that
is, names, as countries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home patent office and have the
application acknowledged as a regular U.S. national filing. The
PCT also provides that the application will be subjected to a
search for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and unobvious. Upon payment of national
fees and the furnishing of a translation, usually some twenty
months after the filing of *>any priority< application for the
invention >or the international filing date if no priority is
claimed<, the application will be subjected to national proce-
dures in each of the designated countries. >If a Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions directly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Article 1). The PCT provides an additional and optional foreign
filing route to United States and foreign applicants.

PCT Anicle }
Establishment of a Union
(1) The States pary to this Treaty (hereinafier called “the Contraciing
States™) consitute 2 Union for cooperation in the filing, searching, and exami-
nation, of applications for the protection of inventions, and forrendering special
technical services. The Union shall be known as the International Patent

Cooperation Union.

(2) No provision of this Treaty shall be interpreted 2s diminishing the
rights under the Paris Convention for the Protection of Industrial Property of any
national or resident of any country pasty to that Convention.

The PCT has also substantially hasmnonized the formal re-
quirements of applications for the member countries and the
European Patent Convention (EPC).

The PCT also provides new filing and searching procedures
whereby much of the processing and transmittal of papers is
done for the applicant by the various national patent offices
which act as intermational authorities and the International
Burean (IB) of the World Intellectual Property Organization
{WIPQ) in Geneva, Switzerland, which administers the Treaty.

The filing and search procedures are set forth in Chapter I
of the PCT. Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT

Chapter I1.**
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Basic Flow >of PCT Chapter I<

To understand the PCT, it is important to know the basic
flow of an international application under the PCT. This flow is
illustrated on the next page.

In most instances a U.S. national application (NA) is filed
first. An international application for the same subject matter
will then be filed subsequently within the priority year provided
by the Paris Convention and claim the priority benefit of the
U.S. national application filing date.

RECEIVING OFFICE (RO)

The international application (IA) must be filed in a
Receiving Office (RO), (PCT Article 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). The
Receiving Office functions as the filing and formalities review
organization for international applications. International appli-
cations must contain upon filing the designation of those coun-
tries in which patent protection is desired and must meet certain
standards for completeness and formality PCT Articles 11(1)
and 14(1)).

Where a priority claim is made, the date of the earlier filed
national application is vsed as the date for determining the
timing of international processing, including the various trans-
mittals, the payment of certain international and national fees,
and publication of the application. Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Asticle 2(xi)).

The intemational application is subject to the payment of
certain fees upon filing >or within one month thereafier< and at
the expiration of 12 months from the priority date >or within one
month thereafter< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and moniior al! corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving Office should prepare and transmit a copy of the
international application, called the Search Copy (SC), to the
International Searching Authority (ISA); and > forward the
original <* copy, called the Record Copy (RC), to the Interna-
tional Bureau (PCT Rules 22.1 and 23). A »second<* copy of
the international application, the Home Copy (HC), remains in
the Receiving Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copies of the application, the Interna-
tional Searching Authority becomes the focus of international

processing.
INTERNATIONAL SEARCHING AUTHORITY (ISA)

Thebasic function of the International Searching Authority
(ISA) is to conduct a prior art search of inventions claimed in
international applications; it does this by searching in atleast the
minimum documentation defined by the Treaty (PCT Articles
15and 16 and PCT Rule 34). Atthe option of the U.S. applicant,
either the U.S. Patent and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals. The International Searching Au-
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thority isalsoresponsible for checking the content of the title and
abstract (PCT Rules 37.2 and 38.2). An International Search
Report (SR) will normally be issued by the International Search-
ing Authority within three months from the receipt of the Search
Copy (usuaily about 16 months after the priority date)(PCTRule
42). Copiesof the International Search Report and prior art cited
will be sent to the applicant and the International Bureau (PCT
Rules 43 and 44.1). The Search Report will contain a listing of
those documents found to be relevant and will identify the claims
in the application to which they are pertinent; however, no
judgments or statements as to patentability will be made (PCT
Rule 43.9). The applicant will alsoreceive without charge acopy
of the cited prior art from the U. S. Patent and Trademark Office
as an International Searching Authority. Once the International
Search Reporthasbeen completed and transmitted, international
processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Bureau (IB) are to
maintain the master file of all international applications and to
act as the publisher and central coordinating body under the
Treaty. The World Intellectual Property Organization
>(WIPQO)< in Geneva, Switzerland performs the duties of the
International Bureau. '

If the applicant has not filed a certified copy of the priority
document in the Receiving Office with the international applica-
tion, or requested upon filing that the Receiving Office prepare
and transmit to the International Bureau a copy of the prior U. S.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Bureau or the Receiving Office not later than 16 months after the

priority date (PCT Rule 17).

The applicant has normally two months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureaun will then normally publish (P) the international appli-
cation along with the Search Report and any amendrient
(Amdt) at the expiration of 18 months from the priority date
(PCT Article 21). The international publication is in pamphiet
form with a front page containing bibliographical data, the
abstract, and a figure of the drawing (PCT Rule 48). The
pamphlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
published in a language other than English, the search report
and abstract are also published in English, The International
Bureau also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 20 and
PCT Rule 47).

DESIGNATED OFFICE (DO)

>If no Demand for International Preliminary Examination
has been filed within 19 months of the priority date ,<** the
applicant must send to each Designated Office any required
translations and the appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< uniess the individual Designated Office
grants additional time (PCT Article 22). The applicant also has
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Basic Flow under PCT Chapter I
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the right to amend the application within one month from the
fuifillment of the requirements under Article 22. After this
month has expired (PCT Article 28 and PCT Rule 52), each
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

>Basic Flow of PCT Chapter II

PCT Anicle 33
The Intemational Preliminary Examination

(1) The objective of the international preliminery examination is to
formulate a preliminary and non-binding opinion on the questions whether the
claimed invention appears 1o be novel, to involve invantive step (to be non-

obvious), and to be industrially applicable.
L2t

The basic flow of PCT Chapter ITis illustrated in the above
diagram. If the applicant desires to obtain the benefit of delay-
ing the entry into the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those States in
which the Chapter Il procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded 1o the International
Bureau by the Internaticnal Preliminary Examining Authority.
The International Bureau then notifics the various elected
Offices that the applicant has entered Chapter II and that the
application should not be considered withdrawn for failure to
enter the national stage within 20 months of the priority date.

The examiner of the International Preliminary Examining
Authority may comment on lack of unity of invention, note
esrors, and issue a writien “opinion” as to whether each claim is
“novel”, involves an “inventive step”, and is “industriaily
applicable”. If a written “opinion” isissued by the examiner, the
applicant may respond to the opinion by arguments and amend-
ments within the time period set for response. The examiner will

Rev. §, July 1987

28 10
r ' _l ; I Treng-
Cpinfon ‘Reply I .E l letion
- 'P Report Fees

- Report

Opi{mion

|l 1stion

i Fees

then issue the “International Preliminary Examination Repon”
which presents the examiner’s final position as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
ally applicable” by the 27th month after the priority date. A copy
of the “Interational Preliminary Examination Report”is sent to
the applicant and to the International Bureau. The International
Bureau then communicates a copy of the “International Prelimi-
nary Examination Report” to each “Elected Office”.

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order to avoid any question of withdrawal of the
application as to that elected Office.

In accordance with the agreement between the United
Siates Patent and Trademark Office (USPTO) and the Interna-
tionzl Bureau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Authority (IPEA) for interna-
tional applications filed by residents and nationals of the United
States and for those applications of other western hemisphere
countries which have been searched by the USPTO as an
International Searching Authority.

Upon filing of a proper demand and the payment of the
necessary fees, the international application shall be the subject
of an international preliminary examination.

An international preliminary examination will be carried
out only on those inventions for which an International Search
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Search Report. (PCT Asticle
33(6)).

The International Searching Authority has the responsibil-
ity of initially determining whether or not unity of invention
exists in an international application. However, since searching
authorities may differ on the question of unity of invention and
since an applicant has the right to amend the application subse-
quent to the receipt of the International Search Report, the
international application is again reviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination.

1800-4
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~ The primary purpose of international preliminary examina-
tion is to render a nonbinding opinion on the question of whether
the subject matter of the international application meets the
5:riteria set out in PCT Article 33(1), i.e., whether the claimed
invention appears to be novel, to involve inventive step (to be
non-obvious) and to be industriafly applicable. Form PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negative aspects of theapplicationin the form of awritten
opinion,.

After an opportunity to repond, final results of the interna-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the written opinion.<

1802 PCT Definitions [R-§]

PCT Article 2
Definitions
For the purpozes of this Treaty and the Regulations and unless expressly
stated otherwise:

(i) “application” means an application for the protection of an invention;
references to an “application” shall be consteued as references to applications for
patents for inventions, inventors' centificetes, utility certificates, uiility models,
patents or certificates of addition, inventors® centificates of addition, and uttiity
certificates of addition;

(if) references to a “patent” shall be construed as references to paicnts for
inventions, inventors’ cenificates, wiility centificates, utility models, patents or
certificates of addition, inventors’ ceriificates of eddition, and utility cenificates
of addition;

(iii) “national patent” means a patent granted by a national authority;

(iv) “regional patent” means & patent granted by a national or an intergov-
emmental authority having the power to grant patents effective in more than one
State;

(v) “regional application" means an application for a regional patent;

(vi) references to a “national application" shall be construed as references
to applications for national patents and regional patents, other than applications
filed under this Treaty;

(vii) * *international applications’ means an application filed under this
Treaty,

(viii) references to an “application'” shall be construed as references to
international applicstions and nationsl epplications;

(ix) references io a “patent” shall be construed as references to national
patents and regional patents;

(x) references to “national law"™ shall be construed as references to the
national law of a Contracting State or, where & regional application or & regional
patent is involved, to the treaty providing for the filing of regional applications
or the granting of regional patents;

(xi) “priority date,” for the purpose of compuling time limits, means:

(a) where the international application contains a pricrity claim under
Anicle 8, the filing date of the application whose priority is so claimed;

(b) where the international application contsins several priority claims
under Anicle 8, the filing date of the earliest application whose priority is so
claimed;

(c) where the international application does not contain any priority
claim under Article 8, the international filing date of such application;

(xii) “nationel Office” means the government authority of a Contracting
State entrusted with the granting of patents; references to & “national Office”
shall be construed as refeswing also to any inergovemmentel authority which
several States have entrusted with the task of gramging regional patents, provided
that at least one of those States is & Contracting State, and provided that the s2id
States have suthorized that suthority to assusmne the obligations and exercise the
powers which this Treaty and the Regulations provide for in respect of national
Offices;

(xiii) “designated Office” means the aational Office of or acting for the
Siate designated by the applicant under Chapier I of this Treaty;

(xiv) “eiccted Office™ means the national Office of or acting for the State
elected by the applicant under Chapter I of this Treaty;

1800-5
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~ (xv) “receiving Office™ means the national Office or the intergovem-
mental organization with which the internationsl epplication hes been filed;
(xvi) “Union”™ means the Intermnations] Patent Cooperstion Union;
(zvii) “Assembly” means the Assembly of the Union;
(xviii) “Organization” means the World Intellectual Property Organiza-
tion; R

" (xix) “Intemations! Bureau” means the Intemational Boreau of the Or-
ganization and , as long as it subsists, the United International Bureaur for *he
Protection of Inteflectual Property (BIRPI);

(xx) “Director General" means the Director General of the Organization

and, as long as BIRPT subsists, the Director of BIRPL

PCT Rule 2
Interpretation of Certain Words
2.1 “Applicant”

" Whenever the word “applicant” is used, it shall be construed ag meaning
alsothe agent or other representative of the applicant, except where the contrary
clzarly feilows from the wording or the nature of the provision: or the context
in which the word is used, such as, in particular, where the provision refers to
the residence or nationality of the applicant

2.2 “Agent”

Whenever the word “agent” is used, it shall be construed a3 meaning any
person who has the right 10 practice before intemational suthorities as defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8.

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Intemational
Searching orPreliminary Examining Authority requires the use of & seal instead
of a signature, the word, for the purposes of that Office or Authority, shall mean
seal

35 U.S.C. 351 Definitiens.

When used in this part unless the context otherwise indicates—

(@) The term “treaty” means the Patent Cooperation Treaty done at
Washington, on June 19, 1970 **,

(b) The term “Regulations”, when capitalized, mesns the Regulations
underthe treaty **, done at Washington on the same date as the treaty. The term
“regulations”, when not capitalized, means the regulations established by the
Commissioner under this title.

(c) The term “internationel application™ means an application filed under
the treaty.

{d) The term “international application originating in the United States™
means an international application filed in the Patent and Trademeark Office
when it is acting as a Receiving Office under the treaty, irrespective of whether
or not the United States has been designated in that intemnational application.

(e) The term “international application designating the United States”
means an inlernational application specifying the United States as & country in
which a patent is sought, regardless where such international application is
filed.

(f) The tenm “Receiving Office” means a national patent office or inter-
govemmental organization which receives and processes intemational applica-
tions as prescribed by the treaty and the Regulations.

(2) The terms “Intemational Searching Authority” >and International
Preliminary Examining Authority"mean<* a national patent office orintergov-
emmental organization as appointed under the treaty which processes iniema-
tional applications as prescribed by the treaty and the Regulations.

(h) The term “International Bureau' means the international intergovern-
mental organization which is recognized as the coordinsting body under the
treaty and the Regulations.

(i) Terms and expressions not defined in this part are o be taken in the
sense indicated by the treaty and the Regulations.

37 CFR 1.401 Deflnitions of terms under the Patent Cooperation

Treaty.
(a) The abbreviation “PCT” and the term “Treaty” mean the Patent

Cooperation Treaty.
(b) “Intemationz] Bureau™ means the World Intellectual Propeny Or-

ganization located in Geneva, Switzerland.
(c) “Administrative Instructions” means that body of instructions for
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operating under the. Patent Cooperation Tresty refesved to in PCT Rule 89.
< - (d) “Requast”, when capitalized, means that elesnent of the intemational
application descibed in PCT Rules 3 snd 4. , oo
. 9@@) “Intemationel application”, as vsed in this subchapier is defined in §
(f) “Priority date™ for the purpose of computing time limits under the
Patent Cooperation Treaty is defined in PCT An, 2(xi). Note also § 1.465.

- -(g) >"Demand," when capitalized, means tbat document filed with the
Intemational Preliminary Examining Authority which requests an international
preliminary examination.

(h) “Annexes™ means amendments made to the claims, description or the
drawings before the Intemationsl Preliminary Exsmining Authority.

(i)< Other terms and expressions in this Subpart C not defined in this
section are to be taken in the sense indicated in PCT As. 2 and 35 U.S.C. 351.

1803 Reservations Under the PCT Taken by the
United States of America [R-5]

PCT Article 64
Regervations

(1)X(a) Any Stste may declare that it shall not be boumd by the provisions
of Chapter II.

(b) States making a declaration under subparagraph (a) ghall not be bound
by the provisions of Chapter II and the comresponding provisions of the
Regulations.

(2)(=) Any State not having made & declarstion under paragraph(1)(a) mey
declare that:

(i) it shall not be bound by the provisions of Asticle 39(1) with respect to
the fumishing of a copy of the inlemational spplication and a translation thereof
(as prescribed),

(ii) the obligation to delay national processing, es provided for under
Anicle 40, shallnot prevent publication, by or through its national Office, of the
intemational application or a translation thereof, it being understood, however,
that it is not exempted from the limitations provided for in Anicles 30 and 386.

(b) States making such a decleration shall be bound accordingly.

(3)(s) Any State may declare that, a6 far 88 i is concemed, intemationel
publication of international epplications is not required,

(b) Where, at the expiration of 18 months from the priority dste, the
international application contains the designation only of such States as have
made declarations under subparagraph (2), the intemationsl application shall
not be published by virtue of Anticle 21(2).

(c) Where the provisions of subparegraph (b) epply, the intemational
application shall nevertheless be published by the Intemational Bureau:

(i) at the request of the applicant, 8s provided in the Regulations,

(if) when & national application or & patent based on the intemational
application is published by or on behalf of the national Office of any designated
Sizte having made & declaration under subparagraph (2), promptly after such
publication but not before the expiration of 18 months from the priority date.

(4)(a) Any State whose national law provides for prior ant effect of iis
patents as from a date before publication, but does not equate for prior ant
purposes the priority date claimed under the Paris Convention forthe Protection
of Industrizl Property to the actual filing date in that State, may declare that the
filing outside that State of en intemational epplication designating that State is
not equated to an aciual filing in that State for prior ant purposes.

(b) Any State making a declaration under subparagraph (a) shall io that
extent not be bound by the provisions of Anticle 11(3).

{c) Any State making & declaration under subparagraph (a) shall, at the
sametime, state in writing the dste from which, and the conditions undes which,
the prior art effect of any internetions} spplication designating that State
becomes effective in that Siate, This statement msy be modified st anyiime by
notification addressed to the Director Genersl.

(5)Each Siate may declare that it doesriol consider liself bound by Aricle
59. With regard to any dispute between any Contrecting State heving made such
a declaration and any other Contracting State, the provisions of Anticle 59 shall
not apply.

(6)(a) Any declaration made under this Anicle shall be made in writing.
It may be made at the time of signing this Treaty, st the time of depositing the
instrument of ratification or accession, or, except in the case referred tw in
paragraph (5), st any latertime by notification addressed tothe Direcior General.
In the case of the said notification, the declaration shall take effect six months
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after the day on which the Director General has received the notification, end

shall not effect intemational applications filed prior to the expiration of the said
six-moath period, " - e o

(®) Any declaration made under this Anticlemay be withdrawn atany time
by notification sddressed to the Director General. Such withdrawal shall take
effect threemonths efter the day on which the Director General hag received the
notification and, in the case of the withdrawal of a declaration made under
paragraph (3), shall not affect itemational spplications filed prior 1o the
expiration of the said three-month period.

(7) No reservations to this Treaty other than the reservations under

paragraphs (1) to (5) are permitied.

The United States of America >had originally<* declared
that it >was<* not bound by Chapter Il (Article 64 (1)), >buthas
now withdrawn that reservation effective July 1, 1987<.

It has also declared that, as far as the United States of
America is concerned, international publication is not required
(Article 64 (3)).

The ** United States of America >also< made >areserva-
tion<** under Article 64(4) which relates to the pricr art
effective date of a U.S. patent issuing from an international
application. See 35 U.S.C. 102(¢).

51804 USPTO - WIPO Agreement [R-S)

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFFICE and THE INTERNATIONAL BUREAU OF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Pateni and Trademark Office in the capacity of an
Intemnational Searching and Preliminary Examining Authority appointed under
the Patent Cooperation Treaty.

Preamble
The United States Patent and Trademark Office end the Intemetional
Bureau of the World Intellectual Property Orgenization agree to conclude the
following Agreement under Articles 16(3X(b) and 32(3) of the Patent Coopera-
tion Treaty:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agreement:

{a) “Treaty” means the Patent Cooperation Treaty;

(b) “Regulations” mean the Regulazions under the Treaty;

(c) “dministrative Instructions” means the Administrative Instructions
under the Treaty;

(d) “Anicle™ (except where z specific reference is made to an Anticle of
this Agreement) means an Article of the Treaty;

(e) “Rule” means & Rule of the Regulations;

(f) “Authority” refers to the United States Patent and Trademark Office
scting in the capacity of an Intemational Searching and Preliminery Examining
Authority pursuant 1o this Agreement and eppointed under the Treaty;

(g) “International Bureau" means the Intemationsl Bureau as defined in
Anicle 2(xix); and

(h) “Gazetie"” means the publication referred to in Article 55(4).

Anicle 2
Bagic Obligations

(1) The Authority will, except in respect to subject matter which pursuant
o Anticle 6 of this Agreement the Authority is not required to search or to
examine, carry out intemationsl sesrches and international pxclimimry exani-
nations and perform such other functions as are gpecifically provided for by the
Treaty, the Regulations, this Agreement, and the Administrative Instructions. In
carrying out an intemational search and an intemational preliminary exemins-
ticn, the Authority shall be guided by the Guidelines for International Search
and for Intemational Preliminary Examination to be Carried Owt under the
Patent Cooperation Treaty. The Authority undenakes to apply and observe all
the common rules of intemalional search and of intemational preliminary ex-
smination.
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@) 'meAmhontymdlhehnemumal Bmuu :ha!l Iuvmg regard to their
respective functions under the Tresty, the Regulations, this Agreement, snd the
Administrative Instructions, each rendez, to the exient considered to be appropri-

ate by both the Authority end the Interational Bareau, sssistance tothe otherin

relation to the performance, by Ihe othcr of its funcuom thcmunder

- Amcle 3
Competence of the Authority

(1) Subject to Anicle 6 of this Agreement, the Authority undertakes to act
as an Intemazional Searching Authority for sl! intermnational applications (i) filed
with the receiving Office of, or acting for, the States specified in Annex A of this
Agreement, and (ii) filed in or translated into the langusges specified in Annex
A of this A,

(2) Subject 1o Anticle 6 of this Agreement, the Authority undertakes to =it
a5 an Internationsl Preliminary Examining Authority for ll internstional spoli-
cations (i) filed with the receiving Office of, or acting for, the States specified in
Annex A of this Agreement, and (ii) filed in or translated into the languages
specified in Annex A of this Agreement.

Article 4
Minimum Personnel Requirements

(1) The Authority shall, for the purposes of camying out intemational
search and international preliminary exemination, make available the siaff a jts
disposal, to the extent required by the workload, having sufficient technical
qualifications to carry oot such search and examination in all technical fields
except those seferred to in Asticle 6 of this Agreement. The staff of the Authority
shall be maintained ot 8 level enceeding the minimum requirement as set out in
Rules 36.1(t) and 63.1(i).

{2) The Authority shall maintain, or otherwise secure assistance by, & staff
which has the language facilities tounderstand at least those languages in which
the minimum documentation referred 1o in Rule 34 is written or is translated.

Article 5
Documentation Facilities
The Authority shall meintsin and use 2ll documentation facilities ordinar-
ily at the disposal of the sieff referred to in Anicle 4(1) of this Agreement for
cearch snd examination purposes, and shall maintain and use for the ssid
purpoges at least the minimum documentation facilities prescribed by Rules
36.1(ii) and 63.1(ii).

Article 6
Subject Matter not vequired to be Searched
Inaccordance with Articles 17(2)(i) and 34(4)(a)(i), the Authority will not
be obligated to search orexamine any of the subject matter specified in Rule 39.1
or Rule 67.1 except for subject matter specified in Annex B of this Agreement.

Article 7
Fees
(1) A schedule of all fees chusged by the Authority in relation to its
functions as an Intemational Searching and Preliminary Examining Authority is
set out in Anmex C of this Agreement.
(2) The Authority shall, to the extent and under the conditions set out in
Arnnex C of this Agreement, refund the psid sesrch fees in whole or in part.

Article 8
Review of Protest
The Commisgsioner of Patents and Trademarks or his designee shall
examine protests in respect of additional fees where such edditionsl fees are paid
under protest pursuant to Rule 40.2(c) or Rule 68.3(c).

Article 9
[Deleted)

Article 10
Classification
The Authority, in addition to applying the Intemnational Patent Classifica-
tion to a perticular subject mauer, may also apply the United States Patent
Classification.

Article 11

1800-7

1804

Language of Comrespondence Used by the Authority
- For purposes of correspondence, including forms, the Authority shali
use the English langusge. :

' Article 12
Patent Information Services and Technical Assistance
The Authority shall cooperate with the International Burean in providing
patent information services and such other comtributions to the technic
assistance program under Chapter IV of the Treaty as are both practicable
within the facilities of the Authority and as may be agreed.

Article 13
Entry into Force of the Agreement
This Agreement shall enter into force, after approval by the Assembly, on
the date of signature thereof. The Agreement together with an indication of the
date of its entry into force shall be published in the Gazette by the Intemnational
Buresu.

Atticle 14
Duration and Renewability of the Agreement
Subject to Article 16 of this Agreement, thiz Agreement shall remain in
force for & period of 10 years. It shall be renewable for a period of 10 years
subjecttothe approval of, and the extension of the appointment of the Authority
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, amendments may
be made to this Agreement by agreement between the Authority and the
Intemational Bureau and shall take effect on the date on which those amend-
ments are approved by the Assembly, or, if a later date is specified in the
amendments, on that later date.

(2) Annex A may be amended by the Authority at any time. Any
amendment adding a State or language will be made by notificstion from the
Authority to the International Bureau and shall take effect one moath from the
date of publication in the Gazette. Any amendment deleting & State orlanguage
will be made by notification from the Authority 1o the Intemational Bureau snd
shall take effect nine months from the date of publication in the Gazette.

(3) Annex B may be amended by the Authority at sny time. Any
amendment adding subject matter to that Annex will be made by notification
from the Authority to the Intemational Bureau and shell take effect one month
from the date of publication in the Gazette. Any amendment deleting subject
matter from the Annex will be made by notification fram the Authority to the
International Bureau and shall take effect nine morths from the date of
publication in the Gazelte.

(4) Annex C may be amended by the Authority at any time. Any
amendment may be made by notification from the Authority tothe Intemational
Bureau and shali take effect on a date specified by the Authority but not earlier
than one month afterthe publication of the notification in the Gazette. Normally
Annex C shall notbe amended during the first year after the entry into force of
this Agreement or thereafter at an interval of less than cne year from s previous
smendment of the schedule.

(5) The Intemational Bureau shall publish prompty in the Gazette any
amendment of this Agreement agreed to by the Authority and the International
Buresu and approved by the Assembly under paragraph (1) and any notifica-
tions received by the Intemational Bureau under paragraphs (2) to (4).

Article 16
Termination of the Agreement

(1) This Agreement shall termminate:

(a) if the Authority gives the Director General of the World Intellectual
Propeny Organization written notice to terminete this Agreement; or

(b) if the Director General of the World Intellectual Property Organiza-
tion, with the approval of the Assembly, gives the Authority written notice to
terminate this Agreement.

(2) The 1enmination of this Agreement under paragraph (1) shall ke
effect one year after receipt of the notice by the other party, unless a longer
period is specified in such notice.

(3) Notwithstanding paragraph (2), if:

(a) notice to terminate this Agreement is given by the Authority
under paragraph (1); and
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{b) a1 the seme time all those Contracting States, whose receiving

Offices have tpecified the Authority under Anicles 16(2) 2nd 32(2), nothaving
denounced the Treaty previously, made the denunciztion mnder Atticle 66,

the notice to terminate this Agreement shall tske effect at such time as the
denunciation of the Trcaty becomcs effective for all such States.

ANNEX A ,
COUNTRIES AND LANGUAGES UNDER ARTICLE 3 OF THIS
AGREEMENT -
(1) The Aulhomy will conduct intemational searches and prepare
international search reports
(i) for the following countries:
United States of America, Brazil, Barbados
(ii) in the following languages:
English
(2) The Authority will conduct international preliminary exsminstions
and prepare international preliminary examination reporis
(i) for the following countries:
United States of Americs,
and where the Authority has prepared the international
search report, for Brazil and Barbados
(i) in the following languages:
English

ANNEX B
SUBJECT MATTER SPECTFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject maner which is searched or examined in United Statzs national
applicetions

ANNEXC
SCHEDULE OF FEES AND EXTENT AND CONDITIONS OF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(a) Fees
Search fee
(i) where no comresponding prior United States national application
withbasic filing fee has been filed $520.00
(ii) where a corresponding prior Uniled States national spplication
with basicfiling fee has been filed $350.00
Supplemental Search Fee (peradditional invention)............5140.00

Preparation of an intemational-type search report in 2 United States
national application $28.00

Preliminary examinstion fee

(i) where an international search fee has been paid on the interns-
tional application for the benefit of the United States Patent and Trademark
Office as an Intemational Searching Authority. $370.00

(i) where the Intemational Searching Authority forthe international
application was an authority other than the United States Patent and Trademark
Office $570.00

(2) additional preliminary examination fee (per additionsl inven-

tion)
(i) Where 8 supplemental search fee has been paid onthe
international application to the United States Patent and Trademark Office as an
Intzenational Searching Authority $125.00

(ii) Where the Intemational Searching Authority for the
intemational application was an authority other than the United States Patent
and Trademark Office $190.00

(b) Extent and Conditions of Refunds of the Search and Examination Fees

(i) Money paid for scarch and preliminary examination fees, where
paid by actual mistake or in excess will be refunded.

(i) Refund of the supplemental search fee and additional prelimi-
nary examination fee will be made if such refund is deterrnined to be warranted
by the Commissioner of Patents and Trademarks or his designee acting under
Rule 40.2(c) or Rule 68.3(c).
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(iii) The search fee will be refundcd if the determmaum under

Amcle 1 I(l) is ncgatwe ‘<

1805 Who May File in the Umted States
Recewmg Office [R-5)

PCT Article 9
The Applicant

(1) Any resident or national of a Contracting State may file an interna-
tional spplication.

(2) The Assembly may decide to allow the residents and the nationals of
any country party to the Paris Convention for the Protection of Industrial
Property which is not party to this Treaty to file intemational applications.

(3) The concepts of residence and nationality, and the application of those
concepts in cases where there are several applicants or where the applicants are
not the same for all the designated States, are defined in the Regulations.

( Editar’s Note: The PCT Assembly has not a5 vet allowed residents or nationals of
non-PCT member countries to file PCT intemational applications.)

PCT Rule 18
The Appilcant
18.1 Residence ‘

(z) Subject 1o the provisions of paragraph (b), the question whether an
applicant is a resident of the Contracting State of which he cleims to be resident
shall dcpcnd on the national law of that State and shall be decided by the
receiving Office.

(b} In zny case, possession of & real and effective industrial or commer-
cial establishment in a Contmcung State shell be considered residence in that
State.

18.2 Natiorality

(a) Subject to the provisions of paragraph (b), the question whether an
applicant is a national of the Contracting State of which he claims to be a national
shall depend on the national law of that State and shall be decided by the
receiving Office. B

{b) In ey cage, a legal emity constituted according to the national law of
a Contracting State shall be considered a national of that State.

18.3 Several Applicants: same for All Designated States

If all the applicants are applicants for the purposes of all designated States,
the right to file an intemnational application shall exist if at least one of them is
entitled to file an international application according to Article 9.
18.4 Several Applicants: Different for Different Designated States

(a} The international application may indicate different applicants forthe
purposes of different designated States, provided that, in respect of each
designaied State, at least one of the applicants indicated for the purposes of that
State is entitled to file an intemnational application according to Article 9.

(b) If the condition referred to in paragraph (a) is not fulfilled in respect

of any designated State, the designation of that State shall be consid-

ered not to have been made.

(c ) The International Bureau shell, from time to time, publish informa-
tion on the various national laws in respect of the question who is qualified
(inventor, successor in title of the inventor, owner of the invention, or other) 10
file a national application and shall eccompany such information by a waming
that the effect of the intemational application in any designated State may
depend on whether the person designated in the intemational application as
applicant for the purposes of thet State is a person who, under the national law
of that State, is qualified to file & national application.

PCT Rule 19
The Competent Recelving Office
19.1 Where to File

(a) Subject to the provisions of paragraph (b), the international
application shall be filed, at the option of the applicant, with the national
Office of or acting for the Contracting State of which the applicant is a
resident or with the national Office of or acting for the Contracting State of
which the spplicant is a national.

(b) Any Contracting State may agree with another Contracting State or
any intergovernmental organization that the national Office of the latter State or
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the h\wmwemmulorganmuon shlll.iordlutmepurposec actinstead of
the national Office of the formes State as receiving Office for applicants who are
residents or nationsl of that former State, Notwishstanding such agreement, the
nationa) Office of the former State shall be mide!ed the cunpetan receavmg
- Office for the purposes of Anticle 15(5). po

(c)Inconnecnonwnhmydecmonm&deundaAmcle 9(2). theAsscmbly
shall appoint the nagional Office or the intergovemmental organization which
will act as receiving Office for spplications of residents or nationals of States
specified by the Azsembly. Such eppointment shall require the previous consent
of the said national Office or intergovemmentsl organization.

19.2 Several Applicants

If there are several applicants, the reguirements of Rule 19.1 shall be
considered to be met if the pationsl Office with which the intemnationel applica-
tion ig filed is the national Office of or acting for & Contracting State of which at
least one of the spplicamts is & resident or national.

19.3 Publication of Fact of Delegalmn af Duties of Receiving Office

(2 ) Any sgreement referred to in Rule 19.1(b) shall be promptly notified
to the Intemnational Bureau by the Contsacting State which delegates the duties
of the receiving Office to the national Office of or acting for another Contracting
S:ate or an intergovernmental organization.

(t) The Intemational Bureau shall, promptly upon receipt, publish the
notification in 1he Gazette.

PCT Administrative Instructions Section 317
Procedure In the Case of the Deslgaation of a State Belng
Considered Not To Have Been Made

Where the receiving Office finds that, undez Role 18.4(b), the designation
of & State is 10 be considered as not having been made, it shall indicate that fact
in the international application by enclosing ihe designation of that State within
squere brackeis and entering, in the margin, the words"CONSIDEREDNOT TO
HAVE BEEN MADE" or their equivalent in the langusge of publication of the
internationel spplication, and shall prompily notify the epplicant accondingly. If
the record copy has already been gent to the Internstionsl Bureau, the receiving
Office shall also notify prompily that Buresw.

35 U.S.C. 361 Recelving Office.

(a) The Patent and Trademark Office shall act as a Receiving Office for
international applications filed by nationals or residents of the United States. In
accordance with any agreement made between the United States and another
country, the Patent and Trademark Office may also act as a Receiving Office for
international application filed by residents or nationals of such country who are
entitled to file international applications.

(b) The Patent and Trademark Office shall perform all acts connected with
the discharge of duties required of & Receiving Office, including the collection
of intemational fees end their transmittal to the International Bureau.

(c) International epplications filed in the Patent and Trademark Office
shall be in the English language.

(d) The ** internationsal fee, snd the trensmiltal and search fees prescribed
under section 376(a) of this pan, shall either be paid on filing of an intemational
application or within **>guch latertime as may be fizxed by the Commissioner.<

35 U.S.C. 373 Improper Applicant.

An intemstional application designsting the United States, shall not be
sccepted by the Patent and Trademark Office for the national stage if it was filed
by anyone not qualified under chapter 1} of this title to be an applicant for the
purpose of filing a national application in the United Siates. Such international
spplications shall not serve as the basis for the benefit of an earlier filing date
under section 120 of this title in a subsequently filed application, but may serve
as the basis for a claim of the right of priority under section 119 of this title, if
the United States was nct the sole country designated in such intemational

application.

37 CFR 1.421 Appiicant for international application.

() Only residents or nationals of the United States of America may file
international spplications in the United States Receiving Office.

(b) Although the United States Receiving Office will accept intemational
applications filed by any resident or national of the United States of America for
international processing, en intemational application designating the Unites
States of Americe will be accepted by the Patent and Tredemark Office for the
national stage only if filed by the inventor or as provided in §§1.422, 1.423 or
1.425.
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© Intemmonll apphcanom whlch do not designate the United Sunes of

" America may be filed by the assignee 6r owner.

(d) The attomey or agent of the applicant may sign the intemational ap-
plication Request and file the intemational application for the applicant if the

- international applicetion when filed is accompanied by a separate power of
- ‘attomey. to that sitomey or sgent § from the spplicant. The separate powerof

attomey from the spplicant mey be submitted afier filing if sufficient cause is
shown fornot submmmg it at the time of filing. Note that paragraph (b) of this

* section requires that the ‘applicant be the inventor if the United States of

America is designated.

(e) Any indication of different spplicants for the purpose of different
Designated Offices maust be shown on the Request portion of the intemational
application.

(f) Changes in the person, name, or address of the applicant of #a international
spplication shall be made in accordence with PCT Rule 18.5.

37 CFR 1.422 When the Inventor s dead.

In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may file an international applica-
tion which designates the United States of America.

37 CFR 1.423 When the Inventor is insane or legally incapaci-
tated.

In case an inventor is insane or otherwise legally incapacitated, the legal
representative (guardian, conservator, etc. ) of such inventor may file an
intemational application which designates the United States of America.

37 CFR 1.424 Joint Inventors,

Joint inventors must jointly file an intemnational application which
designates the United States of America; the signature of either of them alone,
or less than the entire number will be insufficient for an invention invented by
them jointly, except as provided in § 1.425.

37 CFR 1.425 Filing by other than inventor.

(&) If a joint inventor refuses to join in an intemational spplication wwhich
designates the United States of America or cannot be found or reached afier
diligent effort, the international application which designates the United Staics
of America may be filed by the other inventor on behalf of himself or herself
and the omitted inventor. Such an intemational application which designates
the United States of Americe must he accompanied by proof of the perinent
facts and must state the last known address of the omitted inventor. The Patent
and Trademark Office shall forward notice of the filing of the international
application to the omitted inventor at said address.

(b) Whenever an inventor refuses 1o execute an intemnational application
which designates the United States of America, or cannot be found or reached
after diligent effort, a person to whom the inventor has assigned or agreed in
writing to assign the invention or who otherwise shows sufficient proprietary
interest in the matter justifying such action may file the international spplica-
tion on behalf 6 and a8 sgent for the inventor. Such an intemational epplication
which designates the United States of America, must be sccompanied by proof
of the pentinent facis and 2 showing that such action is necessary to preserve the
rights of the perties or 1o prevent irreparable damage, and must state the last
known address of the inventor. The assignment, written agreement 1o assign or
other evidence of proprictary interest, or a verifted copy theseof, must be filed
in the Patent and Tradesmnesk Office. The Office 5. 't forward notice of the filing
of the spplication to the inventor at the address siated in the application.

Any resident or nationa! of the United States of America
may file an international application in the United States Re-
ceiving Office (PCT Article 9(1) and (3), PCT Rule 19.1, 35
U.S.C. 361(a) and 37 CFR 1.412(a), 1.421). The concepts of
residence and nationality are defined in PCT Rules 18.1 and
18.2. For the purpose of filing an international application, the
applicant may be either the inventor or the successor in title of
the inventor (assignee or ower). See also>MPEP<§1820.02.

However, the laws of the various designated countries
regarding the requirements for applicants must also be consid-
ered when filing an international application. For example, the
patent law of the United States of America requires that, for the
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purposes of designating the United States of Amenca. the.

applicant(s) must be the mventor(s) (35 US.C. 373, PCT
Article 27 (3))..

Where there are different apphcams for dlﬁ‘ewnt desig-
nated States, at least one applicant named for each designaied
State must be entitled to file an international application under
PCT Article 9, and PCT Rule 18.4. See >MPEP< §1820.09.

PCT Rule 19.2 relates to the situation where there are
several applicants for all the designated States.

1807 Agent or Common Representative
[R-2]

PCT Article 49
Right to Practice before International Authorities
Any astomey, patent agent, or other person, having the right to practice
before the national Office with which the intemational applicaticn was filed,
shall be entitled 1o practice before the Intemational Bureau and the competent
International Searching Authority snd competent Intemational Preliminary
Examining Authority in respect of that application.

PCT Rule 2
Irserpretation of Cernzin Words
2.1 “Applicans”

Whenever the word “ applicant” is used, it shall be construed 2s meaning
alsothe agent or other representative of the epplicant, except where the contrary
clearly follows from the wording or the nature of the provision, or the context
in which the word ig used such ag in particular, where the provision refers o the
residence or nationality of the applicant.

2.2 “Agent”

Whenever the word “agent” is used, it shall be coastrued as meaning any
person who has the right to practice before intematione] authorities as defined
in Asticle 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8.

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Intemna-
tional Searching or Preliminary Examining Authority requires the use
of a seal instead of a signature, the word, for the purposes of that Office

or Authority, shall mean seal.

PCT Rute 83
Right to Practice before Internationaf Authorities

83.1 Proof of Right

The Internationsl Bureau, the competent Intemational Searching Author-
ity, and the competent Intemational Preliminasy Examining Authority, may
require the production of proof of the right to practice referred to in Anicle 49.
83.2 Information

{a) The national Office or the intergovernmental organization which the
interested person is alleged iohave a right to practice before shall, upon request,
informn the Intemnational Bureau, the competent Intemational Searching Author-
ity, or the competent International Preliminary Examining Authority, whether
such person has the right to practice before it.

(b) Such information shall be binding upon the Interational Bureau, the
Intemnational Searching Authority, or the International Preliminary Examining
Authority, as the case inay be.

PCT Rufe 90
Representation
90.1 Definitions
For the pusposes of Rule 90.2 and Rule 90.3:
(i) “agent™ means any of the persons refesred to in Anicle 49;
(ii) “common representative” means the applicant referred to in Rule
4.8.
90.2 Effects
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(=) Any act by or in relation to an agent shall have the effect of an act by
or in relstion to the spplicant or applicants having sppointed the agent.

(b} Any acs by or in relation 1o 2 comamon representative or his egent shall
have the effect of an act by or in relation 1o all the applicants.

(c) If there are several sgents sppointed by the same spplicant or eppli-
cants, any act by o in relation to any of the seversl egents shall have the effect

‘ ofmsabyminle!aﬁmmﬂnuidwﬁummlppﬁcmu.

“(d) The effects described in paregraphs (g), (b), and (c), thall apply to the
processing of the intemationsl application before the receiving Office, the
Intemnstions] Buresu, the Intemstional Sesrching Authority, and the Interna-
tional Preliminary Exsmining Authority.

90.3 Appointment ,

(=) Appoiniment of any sgent, or of any comunon representative within the
mesning of Rule 4.8(a), shail be effected by each spplicant, at his choice, either
by signing the request in which the agent or common representative is desig-
nated or by & separate power of attomey (i.e., 2 document appointing an agent
or common representative).

(b) The power of aitomey may be submitted to the receiving Office of the
Intemational Bureau. Whichever of the two is the vecipient of the power of
attomey submitted shall immedistely notify the other and the interested Inter-
national Searching Authority and the mterened Intemationsl Preliminary
Examining Authority.

{c) If the separate power of attomey is not slgnedonf the required separate
power of atomey is missing, or if the indication of the name or address of the
appointed person does not comply with Rule 4.4, the power of sitomey shall be
considered non-existent unless the defect is comected.

(d) A general power of attomey may be deposiied with the receiving
Office for purposes of the processing of the imemationel applicstion as defined
in Role 90.2 (d). Reference may be made in the request to such generel power
of sttomey, provided thet & copy thereof is sitached to the requesi by the
applicant.

90.4 Revocation

(2) Any eppointment may be revoked by the persons who have made the
appointment or their succesrors in tide.

(b) Rule 90.3 shall zpply, mudatic mutandis, 10 the document containing
the revocation.

37 CFR 1.455 Representation in International applications.

(a) Applicants of international applications may be represented by attor-
neys or agents licensed to practice before the Patent and Trademark Office orby
& common representative (PCT An. 49, Rules 4.8 and 90 and $10.10).

(b) Appointment of an sgent, stiomey of common representative (PCT
Rule 4.8) must be effected either in the Request form, signed by all spplicants,
or in & seperale power of etomey submitted either to the United States
Receiving Office or to the Iltemnstional Buresu.

{c) Powers of astomey and revocations thereof should be submnitted to the
United States Receiving Office until the issuance of the intemational search

{d) The eddreases for correspondence will be as indicated in Section 108
of the Administrative Instructions.

PCT Administrative Instructions Section 196
Representation

{2) In the case of several applicants, any agent appointed in sccordance
with Rule 90.3 as an sgent representing all the applicants shall be considered &
commoa sgent.

{b) Where the international application is {iled with reference to a general
power of attomey not signed by all the applicants, it shall be sufficient for the
purpose of appointment of 2 common agen: under Rule 90.3, if the request ora
separate power of attomey is signed by the applicant, who did not sign the
general power of eliomey,

(c) The appointment of an agent, or of & commeon representative within the
meaning of Rule 4.8(a), shell, unless otherwise indicated by the persons who
make the appointment, be regarded as the revocation of any earlier sppointment
of any other sgemt, or of any cther common representative, and shall be
considered a5 & request for reconding & change in the person of the agent or
common representative under Rule 92bis.1(a)(ii).

{(d) Any document entailing the revocation of an appointment of an sgent,
or of & conunon representative within the meaning of Rule 4.8(s), may be
submitied w the receiving Office or the Intemstional Buresu,

1800-10
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(c) Any agent, or any common rpreseatative within the meaning of Rule
4.8(e), may renounce his sppointment through a notification signed by him and
addrssed to the receiving Office or the Internationsl Bureau.

PCT Administrative Instructions Section 168
Correspondence Intended for the Applicant

(a) Any oom:spmdmce from an Intemational Authority intended for the
#pplicant, or, in the case of several spplicants, the spplicants, shall be eddressed
as follows:

(i) Where the epplicant has dengmned or appointed one agent, correspon-
dence ehall be addressed to that agent. Where, in the case of several applicents,
the applicants sre represented by 2 comrmon representative or 8 common agent,
comrespondence shall be zddressed to that representative or that agent.

(ii) Where the applicant has designated several agents in the request,
comespondence shall be addressed to the agent first meationed therein. Where,
inthe case of several applicants, the applicants have designated several common
ggents in the request, correspondence shall be addressed to the commeon agent
first mentioned therein.

{iii) Where the applicant has appointed several agents in one or more
separate powers of sttomney, correspondence shall be addressed to the agent first
mentioned in the earliest filed and still valid scparaie power of sttorney. Where,
inthe case of zeveral applicants, the applicants have appointzd several common
sgents in one or more separate powers of attomney, comespondence shall be
eddreszed to the common agent first mentionad in the earliest filed and still valid
upame power of altormey.

(b) Any correspondence from an International Authomy tothe epplicantor
his agent shall be marked with the file reference, composed either of letters or
numbers, or both, of the epplicant or the agent, if so indicated on the request
Form, provided this reference does not exceed ten characters.

Any act by or in relation to an agent has the effect of an act
by or in relation to the applicant or applicants who have desig-
nated the agent; any act by or in relation to a common represen-
tative has the effect of an act by or in relation to all the applicants;
the foregoing appiies to the international phase (37 CFR
1.421(d) and 1.435). Powers of Attorney forms are found in
Annexes G1 and G2 of the PCT APPLICANT'S GUIDE.

Any attorney or agent registered to practice before the
United States Patent and Trademark Office may be appointed as
an agent under the Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT Article 49 and PCT
Rule83) and to prosecute the application before the International
Authorities.

In the national (or regional) phase, other agents usually
smust<** be appointed (PCT Rule 90.2). The national laws of
the designated states govern the appointment of agents or attor-
neys in the national stage.

Powers of attorney should be submitted to the United States
Receiving Office until the Search Report has issued in order that
communications may be correctly addressed. After the Search
Report has issued, powers of attorney should be submitted to the
International Bureau.

General powers of attorney are recognized for the purpose
of filing and prosecuting an international application before the
international authorities, The original general power of attorney
should be deposited with the PCT Division in the Patent and
Trademark Office and any applications relying thereon must
include a copy thereof. A general power of attorney form is in
Annex G2 of the “PCT Applicant’s Guide.”

See also >MPEP< §1820.04 forthe power of attorney on the
Request form.

1808 Revocation of the Appointment of an
Agent or a Common Representative [R-5]

1800-11

1810

37 CFR 1.472 Clmun ir penou, name, or addnn ofapplieanu
end inventors.

All requests for a change in penon. nEme of addms of epplicants and
inventor thould be sent 1o the United Swates Receiving Office until the time of
issaznce of the intemationsl search report. 'lheruﬁermquem formd:chmges
should be submitted to the Intemationel Burean.

The document containing the revocation must be signed by
the applicant or, where these are several applicants, by all the
applicants. It must be submitted to the Receiving Office or the
International Bureau (PCT Rule 90.4).

Revocations should be submitted to the United States Re-
ceiving Office until the time the Search Report hasissued. After
the Search Report has issued, revocations should be sent to the
International Bureau.

1810 Filing Date Requirements [R-5]
PCT Article 11
Fliing Date and Effects of the Internationai Application

(1) The receiving Office shall accord as the international filing date the
dste of receipt of the intemational application, provided that that Office has
found thet, at the time of receipt:

(i) the applicant does not obviously lack, for reasons of residence or
nationslity, the right to file en intemnational applicetion with the receiving
Office,

(i) the internationsl application is in the prescribed language,

(iii) the intemational application containg st least the following elements:

(2) sn indication that it is intended as an international spplication,

(b) the designation of at least one Contracting State,

(c) the name of the applicant, as prescribed,

{(d) a part which on the face of it appears 1o be a description,

(e) a part which on the face of it appears * b e a claim or claims.

(2)(2) If the receiving Office finds that the intemational application did
nct, at the time of receipt, fulfill the requirements listed in paragraph (1), it shall,
as provided in the Regulations, invite the applicant to file the required
correction.

(b) If the aspplicant complies with the invilation, &s provided in the
Regulstions, the receiving Office shall accord as the intemnational filing date the
date of receipt of the required correction.

{3) Subject to Anicle 64{4), any international application fulfilling the
requirements listed in items (i) w (iii) of paragraph (1) and accorded an
mternational filing date shall have the effect of a regular nationel application
in each designated State ag of the iniemational filing dste, which date shall be
considered to be the actual filing date in each designated State,

(4) Any intemationel spplication fulfilling the requirements listed in
items (i) to (iii) of paragraph (1) shall be equivalent to a regular national filing
within the meaning of the Paris Convention for the Protection of Industrial

Propenty.

35 U.S.C. 363 Internationai application designating the United
States: Effect.

An intemational application designating the United States shall have the
effect, from its international filing date under anicle 11 of the treaty, of a
national application for patent regularly filed in the Patent and Trademark
Office except as otherwise provided in section 102(e) of this title.

35 U.S.C. 376 Fees.

(&) The required payment of the intemational fee >and the handling fee<,
which smounts* >are< specified in the Regulations, shall be paid in United
Staies curiency. The Patent and Trademark Office may also charge the
following fees:

(1) A trensmiutsl fee (see section 361(d));

(2) A search fee (see seciion 361(d));

(3) A supplemental search fee (1o be paid when required);

(4) A national fee (see section 371(c));

(5) >A preliminary examination fee and any additional fees (see section
362())<

>{6)< Such other fees as esiablished by the Commissioner.
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- {b) The mmounts of fees sp:ctﬁedmxubsecuonu)oﬁhu section, except
l.he mtenauaml fee »and the handling fee<, shall be prucnbed by the
Commissioner, |le may refund any sum paid by mistake orin excess of the fees
s0 specified, or if required under the tresty and the Regulatians. The Commls-
sioner may also refund any part of the search fee, >the preliminary examination
fee end any additional fees < where he delcrmmes such refund to be wammed

37 CFR 1.431 International application requirements.

(8) An international application shall contain, as specified i in the Treaty
snd the Regulations, a Request, a description, one or more claims, an abstract,
and one ormore drawings (where required). (PCT Arc. 3(2) end Section 207 of
the Administrative Instructions.)

(b) An internstional filing date will be accorded by the United Slates
Receiving Office, atthe time of receipi of the international application, provided
that: ’

(1) The applicat is a United States resident or national (35 U.S.C. 361 (a)
PCT Art. 11{1)(i)).

{2) The intemational application is in the English language (35 U.S.C.
361(c), PCT Ar. 21{1)(ii)).

(3) The intemational application contains at least the foﬂowmg elements
(PCT Am. 11(1)(ii)):

(i) An indication that it is intended as an international epplication (PCT
Rule 4.2);

(i) The designation of at least one Contracting State of the Imemauoml
Patent Cooperation Union;

(iii) The name of the applicant, as prescribed (note §§ 1.421-1.424);

(iv) A pan which on the face of it appears 1o be a description; and

(v) A part which on the face of it appears to be 2 claim.

(c) Payment of the basic portion of the intemnational fee (PCT Rule 15.2)
and the transmital and search fees (§ 1.445) may be made in full at the time the
international application papers required by paragraph (b} of this section are
deposited or within one month thereafter. Failure to make fall payment within
one month of the deposit of the intemational application papers required by
paragraph (b) of this section will result in the fees being charged to the Interna-
tional Bureau under the provisions of paragraph (d) of this section and PCT Rule
168,

(d) The United States Receiving Office will charge to the Intemnational
Buresu in sccordance with PCT Rule 16bis and will consider as having been
timely paid:

(1) The transmittal fee, the basic fee portion of the intemational fee, or the
search fee where these fees have not been fully paid by the applicant within one
month of the date of deposit of the interational application, and

(2) The designation fee, or the smount necessary fo cover all the designa-
tions made in the request * >if not< paid by the applicant within one year from
the priority date or within one month from the date of receipt of the intema-
tional epplication if that month expires after the expiration of one year from the
priority date<.

(e) The International Bureau will notify applicant of any amount charged
under paragraph (d) of this section and invite the applicant 1o pay directly to the
Intesnational Bureau within one month from the date of the notification, the
amount charged, augmented by a surcharge of 50%, provided the surcharge will
not be less, and will not be more, than the amounts indicated in the Schedule of
Fees sppended to the PCT Rules. If the payment necded to cover the 1ransmittal
fees, the basic fee, one designation fee and the surcharge is not timely made to
the International Bureau, the Inteinational Bureau will notify the Receiving
Office which will declare the international application withdrawn under PCT
Aricle 14(3)(a). If the applicant makes timely payment of the fees referred to
in the previous sentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declare any designation not paid
withdrawn under PCT Rule 14(3)(b) in accordance with PCT Rule 16bis. 2(c).

37 CFR 1.445 International application fillng, processing and
search fees,
(a) The following fees and charges for intemational applications are
established by the >Commissioner< under the authority of 35 U.S.C. 376:
(1) Atransmittal fee (see 35 U.S.C. 361(d) and PCT Rule 14)— $170.00.
(2) A search fee (sce 35 U.S.C. 361(d) and PCT Rule 16) where:
(i) No corresponding prior United States national application with
>basic filing< fee has been filed. > $520.00<*.
(i) A corresponding prior United States national application with >basic
filing< fee has been filed. > $350.00<*.
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AT msppianenul search fee when mquued, per additional

| inwration. $140. 00+®
(b) The basic fee' and dengnmon fee pomons of the mtemauoml fee
shall be as prescribed in PCT Rule 15,

_ THE “INTERNATIONAL FILING DA

An international filing date is accorded on the date on
which the international application was received by the Receiv-
ing Office or— pursuantto the correction of defects —on alater
date (PCT Articles 11(1)and 11(2)(b) and PCT Rules20.1,20.3,
20.4(a), 20.5, and 20.6): in the former case, the international
filing date will be the date on which the international application
was received by the Receiving Office; in the latter case, the
international filing date will be the date on which the correction
was received by the Receiving Office. Any corrsction
s>must<** be submitted by the applicant within certain time
limits. Where all the sheets pertaining to the same international
application are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the application
will be amended to reflect the date on which the last missing
sheets were received. As an amended date of receipt may cause
the priority claim to be forfeited, applicants should assure that
all sheets of the application are deposited with the Receiving
Office on the same day. For particulars see PCT Rule 20.2.

CONDITIONS THAT MUST BE FULFILLED FOR THE
INTERNATIONAL APPLICATION TO BE ENTITLED TO
AN “INTERNATIONAL FILING DATE”

An “international filing date” will be accorded to the inter-
national application by the United States Receiving Office if it
finds that the conditions of PCT Art. 11(1) and 37CFR 1.431 are
fulfilled.

NON-PAYMENT, INCOMPLETE PAYMENT CR LATE
PAYMENT OF FEES; EFFECT ON THE “INTERNA-
TIONAL FILING DATE”

The non-payment, incomplete or late payment of the fees
does not affect the filing date since the payment of feesisnotan
Article 11(1) requirement. However, non-payment or incom-
plete payment of fees due will result in the Receiving Office
declaring that the international application is considered with-
drawn (PCTArticle 14(3)(a), PCT Rule 27.1(a) and 35 U.S.C.
361(d)). Although an international application which has not
received an international filing date and an international appli-
cation which is considered to be withdrawn are both excluded
from further processing in the international phase, an interna-
tional application which fulfills the requirements necessary for
being accorded an international filing date may be invokedas a
priority application under the Paris Convention (PCT Ar-
ticle11(4) (if the conditions set by that Convention ar e fulfilled)
even where it will be considered as withdrawn for non-payment
of fees or other reasons.

In order to assist applicants in the case of mistakes in fees
or delays in meeting deadlines for fee payment, PCT Rule 16bis
procedures may be uscd. See >MPEP< § 1827.01.

1812 Elements of the International Application
[R-2]
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PCT Article 3
" 'The International Application

{1) Applicstions for the protection of inventions in any of the Contracting
States may be filed as intemational applications under this Treaty.

" {2) An intemnational apphcauon chall contsin, as specified in this Treaty
and the Regulations, & request, a déscription, one or more claims, one or more
drawings (where required), and an abstract.

(3) The abstract merely serves the purpose of technical mfonnatmn and
cannot be taken into sccount for any other purpose, particularly not for the
purpose of interpreting the scope of the protection sought.

{4) The international application shall:

(i) be in a prescribed language;

{ii} comply with the prescribed physical requirements;

(iii) comply with the prescribed requirement of unity of invention;
(iv) be subject to the payment of the prescribed fees.

PCT Rule 9
Expressions, etc., Not to be Used
9.1 Definition
The intemational application shall net contain:

(i) expressions or drawings contrary to morality;

(ii) expressions or drawings contrary to public order;

(iti) staternents disparaging the products or processes of any particular
person otherthen the applicant, orthe merits or validity of applications orpatents
of any such person (mere comparisons with the prior an shall not he considered
disparaging per se);

(iv) any swaternent or other maiter obviously irrelevant or unnecessary
under the circumstances.

9.2 Noting of Lack of Compliance

The receiving Office and the Intemational Searching Authority may note
lack of compliance with the prescriptions of Rule 9.1 and may suggest to the
spplicant that he volunterily correct his intemational application accordingly. If
thelack of compliance wagsnoted by the receiving Office, that Office shall inform
the competent Intemational Searching Authority and the Intemational Bureay;
ifthe lack of complisnce wasnoted by the International Searching Authority, that
Authority shall inform the receiving Office and the Internationsl Bureau.
9.3 Reference to Article 21(6)

“Disparsging statements,” referred to in Article 21(6), shall have the
mesgning as defined in Rule 9.1(iii).

PCT Rule 10
Terminelogy and Signs
10.1 Terminology and Signs

(2) Units of weights and measures shall be expressed in terms of the metric
system, or also expressed in such terms if first expressed in terms of a different
gysiem.

(b) Temperatures shall be expressed in degrees Celsius, or also expressed
in degrees Celsius, if first expressed in a different manner.

(c) (deleted)

(d) For indications of heat, energy, light, sound and magnetism, as well as
formathematical formulae and electrical units, the rules of intemational practice
shall be observed; for chemical formulae the symbols, atomic weights, and
molecular formulse, in general use, shall be employed.

{e) In general, only such technical terms, signs and symbols should be used
as are generally accepied in the art,

(f) When the international application or its translation is in English or
Japanese, the beginning of any decimal fraction shall be marked by a period,
whereas, whean the international application or its transiation is in a language
other than English or Japanese, it shall be marked by a comma.

10.2 Consistency
The terminclogy end the signs shall be consistent throughout the intema-

tional application.

PCT Rule 12
Language of the International Application

12.1 Admitted Languages

(&) Any intemational application shall be filed in the language, or one of
the languages specified in the agreement concluded between the International
Bureau and the Intemational Scarching Authority competent for the intema-
tional gearching of that application, provided that, if the agreement specifies
seversl languages, the receiving Office may prescribe among the specified
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languages that language in which orthose langunges in one of which the inter-
national application must be filed. '

() If the international epplication is filed in & languege other than the
fanguage in which it is to be published, the request may, rmwnhsundmg
paragraph (2), be filed in the language of publication.

(c}* Subject to paragraph (d), where the official language of the receiving
Office is one of the languages referred to in Rule 48.3(a) but ic a language not
specified in the agreement referred to in paragraph (a), the international
application may be filed in the <aid official language. If the international
application is filed in the said official language, the search copy transmitteo to
the Intemational Searching Authority under Rule 23.1 shall be accompanied by
a translation into the langusge, or one of the languages, specified in the
sgreement referred to in paragraph (a); such translation shall be prepared under
the responsibility of the receiving Office.

(d)* Paragraph (c) shall apply only where the International Searching
Authority has declared, in & notification addressed to the Intemnational Bureau,
that it acoepts to search intemational applications on the basis of the translation
referred to in paragraph (c).

12.2 Language of Changes in the International Application

Any changes in the intemational application, such as amendments and
corrections, snali, subject 1o Rules 46.3 and 66.9, be in the same language asthe
said application.

* Paragraphs (c) and (d) of Rule 12 .1 will become upplicable at the seme time
that the PCT will enter into force in respect of the country which, among the Spenish-
speaking countries, is the first 1o ratify or accede to the PCT.

PCT Administrative Instructions Section 207
Arrangement of Elements and Numbering of Sheets of ¢ne
International Application

(a) In effecting the sequential numbering of the sheets of the intemational
application in accordance with Rule 11.7, the elements of the intemational
application shall be placed in the following order: the request, the description,
the claims, the abstraci, the drawings.

(b) The sequential numbering of the sheets shall be effected by using threc
separate serics of numbering, the firsi series applying to the request only and
commencing with the first sheet of the request, the second series commencing
with the first sheet of the description and continuing through the claims until
the Iast sheet of the abstract, and the third series being applicable to the sheets
of the drawings only and commencing with the first sheet of the drawings., The
number of cach sheet of the drawings shall consist of two arabic numerals
separated by a slant, the first being the sheet number and the second being the
total number of sheets of drawings.

Any international application must contain the following
elements: Request, description, claim or claims, abstract and
one or more drawings (where drawings are necessary for the
understanding of the invention (PCT Article 3(2) and PCT
Article 7(2)). The elements of the international application are
to be arranged in the following order: the Request, the descrip-
tion, the claims, the abstract, and the drawings (PCT Adminis-
trative Insiructions, Section 207 (a)). All the sheets contained
in the international application must be numbered in consecu-
tive arabic numerals by using three separate series of numbers;
the first applying to the Request, the second to the description,
claims and abstract, and the third 1o the drawings (PCT Rule
11.7 and PCT Administrative Instructions Section 207(b)).
Only one copy of the international application need be filed in
the United States Receiving Office (37 CFR 1.433(2)).

1815 Formal Requirements of an International
Application [R-2]

PCT Rule ¥
Physical Requirements of the International Application
11.1 Number of Copies
(a) Subject 10 the provisions of paragraph (b), the intemational applica-
tion and cach of the documents referred to in the check list (Rule 3.3(a)(ii)) shall
be filed in one copy.
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- (b) Any receiving Office may require that the intemstional application and
any of the documents referred to in the check list (Rule 3.3(2)(ii)), except the
receipt for the feos paid or the check for the payment of the fees, be filed in two
or three copies. In that case, the receiving Office shall be responsible for
verifying the identity of the second and the third copies with the record copy.
11.2 Fitness for Reproduction

() All elements of the intemational apphcauon (i.e., the request, the
description, the claims, the drawings, and the abstract) shall be so prezented as
1o admit of direct reproduction by photography, electrostatic processes, photo
offset, and microfilming, in any number of copies.

; (b) AL sheets shall be free from creases and cracks; they shall not be
olded.

(c) Only one side of each sheet shall be used.

(d) Subject 10 Rule 11.10(d) and Rule 11.13(j), each sheet shall be used in
an upright position (i.e., the short sides at the top and bottom).

11.3 Material to be Used

All elements of the intemnational application shall be on paper which shall
be flexible, strong, white, smooth, non-shiny, and durable.
11.4 Separate Sheets, Exc.

(a) Each element (request, description, cleims, drawings, abstract) of the
intemational spplication shall commence on 2 new sheet.

(b) Al sheets of the international application shall be so connected that
they can be easily tumed when consulted, and easily separated and joined again
if they have been separated for reproduction purposes.

11.5 Size of Sheets

The size of the sheets shall be A4 (29.7 em. x 21 cm.). However, any
receiving Office may accept intemnationai applications on sheets of other sizes
provided that the record copy, as transmitted to the International Bureau, and,
if the competent Intemational Searching Authority so desires, the search copy,
shall be of A4 size.

11.6 Margins
(8) The minimum margins of the sheets containing the request, the descrip-
tion, the claims, and the abstract, shall be as follows:
-~ 10p: 2 cm.
~ [eft side: 2.5 cm.
-~ right side: 2 em.
~— bottom: 2 cm.

(b) The recommended maximum, for the margins provided for in para-
graph (a), is as follows:

~top: 4 cm.

- left side: 4 cm.
— right side: 3 cm.
— bottom: 3 cm.

(c) On sheets contzining drawings, the surface usable shall not exceed 26.2
cm. x 17.0 cm. The sheets shall not contain frames around the usable or used
surface, The minimurm margins shall be as follows:

—top: 2.5 cm.
—-left side: 2.5 cra.
— right side: 1.5 cm.
—-bottom: 1.0 em.

(d) The margins referred toin paragraphs (a)to (c) apply to A4-size sheets,
so that, even if the receiving Office accepts other sizes, the Ad-size record copy
and, when so required, the Ad4-size search copy shall leave the aforesaid
margins.

(e) The margins of the international application, when submitted, must be
completely blank.

11. 7 Numbering of Sheets

(a) All the sheets contained in the international application shall be
numbered in consecutive arabic numerals.

(b) The numbers shall be placed at the 1op of the sheet, in the middle, but
nol in the margin.

11.8 Numbering of Lines

(a) It is strongly recommended 10 number every fifth line of each sheet of
the description, and of cach sheet of claims.

(b) The numbers should appear on the left side, to the right of the margin.
11.9 Writing of Text Matier

(2) The request, the description, the claims and the abstract shall be typed
or printed.

(b) Only graphic symbols and characters, chemical or mathematical
formulae, and cenain characters in the Japanese language may, when necessary
be written by hand or drawn.
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(c) The typing shall be 1.1/2 -spaced. .

() A2 extm atter shall be in cheracters the capital letters of which are not
less tham £.21 cm. high, and shall be in & dark, indelible color, satisfying the
requirements specified in Rule 11.2,

(e} As far as the spacing of the typing and the size of the chnnctcn are
concemned, paragraphs (c) and (d) shall not apply 10 texts in the Japanscse
language.

11.16 Drawings, Formulac , and Tables, in Ta: Matter

{2} The request, the description, the claims and the abstract shall not
contain drawings.

(b) The description, the claims and the abstract may contain chemical or
mathemasical formulae.

(c) The description and the abstract may contain tables; any clsim may
contain tables only if the subject matter of the claim makes the use of tables
desirzble.

(d) Tables and chemical or mathematical formulae may be placed side-
ways on the sheet if they cannot be presented satisfactorily in an upright position
thereon; sheets on which tables or chemical or mathematical formulae are
presented sideways shall be so presented that the tops of the tables cr formulse
are at the left side of the sheet.

11.11 Words in Drawings

(a) The drawings shall not contsin text matier, except a single word or
words, when absolutely indispensable, such as “water,™’steam,” “open,”
“closed,” “section on AB,” and, in the case of electric circuits and block
schematic or flow sheet diagrams, a few short catch words indispensable for
understanding.

(b} Any wordsused shall be so placed that, if translated, they maybepasled
over without interfering with any lines of the drawings.

11.12 Akerations, Etc.

Each sheet shall be reasonably free from erasures and shall be free from
alterations, overwrilings, and interlineations. Non~compliance with this Rule
may be awhorized if the authenticity of the content ig not in question end the
requirements for good reproduction are not in jeopardy.

11.13 Special Requirements for Drawings

(2) Drawings shall be executed in durable, black, sufficiently dease and
dark, uniformly thick and well-defined, lines and strokes without colorings.

(b) Cross-sections shall beindicated by oblique hatching which shoald not
impede the clear reading of the reference signs and leading lines.

(c} The scale of the drawings and the distinciness of their graphical
execution shall be such that a photographic reproduction with a linear reduction
in size to two-thirds would enable all detsils to be distinguished without
difficulty.

(d) When, in exceptional cases, the scale is given on a drawing, it shall be
represenied graphically.

(e) All numbers, letters, and reference lines, appearing on the drawings,
shall be simple and clear. Brackets, circles or inveried commas shall not be used
in association svith numbers and letters.

(f) All lines in the drawings shall, ordinarily, be drawn with the aid of
drafting instruments.

(g) Each element of each figure shall be in proper proponion to each of the
other elemerus in the figure, except where the use of a different proportion is
indispensable for the clarity of the figure.

(h) The height of the numbers and Iz1iers shall not be less than .32 em., For
the jettering of drawings, the Latin and, where customary, the Greek alphabets
shall be used.

(i) The same sheet of drawings may contain several figures, Where figures
on two or more sheets form in effect a single complete figure, the figures on the
several sheets shall be so arranged that the complete figure can be assembled
without concealing any part of any of thefigures appearing onthe various sheets.

(j) The different figures shall be arranged on a sheet or sheets without
wasting space, preferably in an upright position, clearly separated from one
another. Vrhere the figures are not arranged inan upright position, they shall be
presented sideways with the top of the figures at the left side of the sheet.

(k) The different figures shall be numbered in arabic numerals consecu-
tively and independently of the numbering of the sheets.

(1) Reference signs not mentioned in the description shell not appesr inthe

drawings, and vice versa.
(m) The same features, when denoted by reference signs, shall, through-
out the intermational application, be denoted by the same signs.
(n) If the drawings contain a large number of reference signs, it is strongly

recommended to attach a sepsrate sheet listing all reference signs and the
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features denoted by them.
1114 Later Dacuments - - -

Rules 10, and 11.1t0 1113 also apply to any document — for example,
corrected pages , amended clmms — subrnmed a:fter the ﬁhng of the intema-

‘tional application: -
. llllt!,“;, IR

37 CFR 1.433 Physical requirements of international application.
v (e) The intemational application and each of the documents that may be
referred to mthgcheck lmof the Requesl (FCT Rnle3 3fa)(u)) shallbcfiled in
onecopy anly. " -
(&) All sheets of the lm.emauoml apphunon must be on A4 size paper
QLOxWTem.).
(c) Other physical requirements for international applwauons are set forth
in PCT Rule 11 and Sections 201-207 of the Administrative Instructions.

The inteznational application mmst comply with certain
physical requirements, e.g. xequiremems concerning; fitmess for
reproduction (PCT Rule 11.2), the size of the. sheets (PCT
Rulell S,) the margin sizes (PCT Rule 11.6), the numbering of
the lines in the description and claims (PCT Rule 11.8), the
writing of text materials (PCT 11.9), etc. The specifics of each
of these requirements are set forth in PCT Rule 11; however, two
major requirements in application format are to be especially
noted. The first requiremem isthatall papers in the international
applications be “A4” size, which is 29.7 cm. by 21 cm. (PCT
Rule 11.5) (approxxmately 11 11/16 inches by 8 1/4 inches), and
the second is the requirement that the typing in the application be
at 1 1/2 spacing (PCT Rule 11.9(c)). The international applica-
tion must also be drafted to satisfy certain other formal require-
ments. It must not contain matter contrary to morality or public
order, disparaging statements, or obviously irrelevant or unnec-
essary matter (PCT Rule 9). Units of weights, measures and
density should be expressed in terms of the metric system, and
temperatures in terms of degrees Celsius (PCT Rule 10). The
general rule with respect to terminology and signs is: only such
technical terms, signs and symbols should be used as are gener-
ally accepted in the art. An international application filed in the
United States Receiving Office must be in the English language
(PCT Rule 12.1 and 35 U.S.C. 361(c)). International applica-
tions which comply with the PCT formal requirements are
acceptable by all PCT member States (PCT Article 27(1)).

1820 The Request [R-2]

PCT Article 4
The Request

(1) The request shall contain:

(i) & petition to the effect that the intenational application be processed
according 1o this Treaty;

(if) the designation of the Contracting State or States in which protection
for the invention is desired on the basis of the intemational application (*desig-
nated States™); if for any designated State a regional patent is available and the
applicant wishes to obtain & regional patent rather than a national patent, the
request shall so indicate ; if, under & treaty conceming a regional patent, the
applicant cannot limit his application to cerisin of the States party to that treaty,
designation of one of those Staies and the indication of the wish to obtain the
regional patent shall be treated as designation of all the States party to that treaty;
if,under the national law of the designated State, the designation of that State has
the effect of an application for a regional patent, the designation of the said State
shall be treated as an indication of the wish to obtain the regional patent;

(iii) the name of and other prescribed data concerning the applicant and the
agent (if any);

(iv} the titde of the invention;

(v)thename of and other prescribed data concerning the inventor wherethe
national law of atleast one of the designated States requires that these indications
be fumished at the time of filing a national application. Otherwise, the said

1800-15
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indications may be fumished either in the request or in separale notices
addressed to each designated Office whose national law requires the fumishing
of the said indications but allows that they be furnished at a time later than that
of the filing of a national application.

- (2)Every dcslgnauon shall be subjecttothe payment of the prescribed fee
within the prescribed time limit.

(3) Unless the applicant asks for any of the nther kinds of protection
referred to in Article 43, designation shall mean that the desired protection
consists of the grant of a patent by or for the designated State. For the purposes
of this paragraph, Article 2(ii) shall not apply.

(4) Failure to indicate in the request the name and other prescribed data
conceming the inventor shall have no consequznce in any designated State
whose nationsal law requires the fumishing of the said indications but sliows
that they be fumished at 2 time later than that of the filing of a national
application. Failure to furnish the said indications in a separatenotice shallhave
noconsequence in any designated State whose national law does not require the
fumishing of the said indications.

PCT Rule 3
The Request (Form)
3.1 Printed Form

The request shall be made on a printed form.
3.2 Availability of Forms

Copies of the printed form shall be fumished free of charge to the
applicants by the receiving Office, or, if the receiving Office so desires, by the
International Pureau.

3.3 Check List

(a) The printed form shall contain a list which, when filled in, will show:

(i) the total number of sheets constituting the intemnational application
and the number of the sheets of each element of the intemnational application
(request, description, claims, drawings, abstract).

(ii) whether or not the intemational application as filed is accompanied
by a power of attorney (i.e., 2 document appointing an agent or a common
representative), a copy of a general power of attomey, a priority document, a
document relating 10 the payment of fees and any other document (to be
specified in the check list),

(iii) the number of that figure of the drawings which the applicant
suggests should accompany the abstract when the abstract is published on the
frontpage of the pamphlet and inthe Gazette; in exceptional cases, the applicant
may suggest more than one figure.

(b) The list shall be filled in by the applicant, failing which the receiving
Office shallfill it in and make the necessary annotations, except that the number
referrcd to in paragraph(a)(iii) shall not be filled in by the receiving Office.
3.4 Farticulars

Subject to Rule 3.3, particulars of the printed form shall be prescribed by
the Administrative Instructions.

PCT Rule 4
The Regquest (Contents)
4.1 Mandatory and Optioral Contents; Signature

(a) The request shall contain:

(i) a petition,

(ii) the title of the invention,

(iii) indications conceming the applicant and the agent, if there is an
agent,

(iv) the designation of States,

(v) indications conceming the inventor where the national law of at least
one of the designated States requires that the name of the inventor be furnished
at the time of filing a national application.

(b) The request shall, where applicable, contain :

(i) a priority claim,

(ii) a reference to any earlier intemational, international-type or other
seaich,

(iii) choices of cenain kinds of protection, .

(iv) an indication that the applicant wishes to obtain a regional patent and
the names of the designated States for which he wist=s 10 obtain such a patent,

(v) a reference 10 a parent application or parc"' patent.

(c) The request may contain:

(i) indications conceming the inventor where the national law of none of
the designated States requires that the name of the inventor be fumished at the
time of filing a national application.

Rev. 5, July 1987
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: . } (The foliewing is to be filled in by we receiving Office)
PEICENATIONAL i
INTERNATIONAL APPLICATION APPLICATION Ne:
UNDER THE
o e ATIOR
PATENT COOPERATION TREATY PLING DATE: U
THE UNDEESIGHED BEQLESTS 'ﬂlAT THE PRESENT (Seamp) )
TRTERNATIONAL APPLICATION BE PROCESSED Wame of receiving Office and “PCT laierastionel Application”
ACCORDING TO THE PATENT COOPERATION TREATY
Applicant's &7 Agent's File Reference
{imdcated by applicant if Gesired) CMC-123

Bez Ne.1  TITLE OF INVENTION

Self-Steering Gear for Sailboats

BoxNo.Ji APPLICAST(WHETHER ORNOT ALSOIRVERTOR); DESIGRATED STATES FOR WHICH HE/SHE/ITIS
APPLICANT. Use ths bz for indhcating the applicast 62, if there es¢ several applicanis. oae of them. I more than oae person (includes, where
spphceble, b lege) entity ) w3 invoived, coshiane 16 Box No. 11

The person identified is ths boz is (check one only): D epplicant end inventor® E] applicant only

Kame ond address:©*

Columbia Marine Corporation
100 Front Street

Baltimore, Maryland 20726
United States of America

. ic edd : i :
Te e Bt 30155517 2 anohic eddress Teleprnter sddress
Counwy of nstionslity: gnited States of Ameridgunwelrsideceffniteq States of

The person identified m this bex i epplicen: for the purposes of (cbeck eae only): America
. all designated Siates except the Usited Stetes the States indicated
D'" designated Sttes thc Unites Ststes of America of Americs oaly in the "Supplements! Box"

Bex No. IIl FURTHER APPLICANTS. IF ANY; L&mm) INVENTOUS, IF ANY: DESIGNATED STATES FOR
WHICH THEY ARE APPLICANTS (IF APPLICAB ). A seperate sub-bor has tobe filled in in respect of each person (includes, where
epphcable, 8 legal enuty). If the following two sub-boxes ere msufficient, coatitue in the “Supplemental Box.” (giving there for each eddi-
tional person the sgme mdications s those requested in the following two sub-boxes) or by using & “coBlituation sheet.”

The person identified in th:s sub-box is (check oae only): E epplicant snd inventor® D spplicant caly D inventor only*®

Rame end address:*®

Jones, John Paul

200 Shady Grove Road
Davidsonville, Maryland 20720
United States of America

If the person idemtified iz tis sub-bos is egpli (or ap3/i end ), indicate also:
Country of naticaslity: Country of tesidence:°s®
&nd whether that pen:mU:ssanli:ut for the purposes of (check cae caly): us
i " all designeted States except the United States the States indicated
D'" designated Stazes Dm Galed Sutes of Amencs X of Americs only in the “Supplemental Box*

The person 1dentfied in thus sub-Box is (check ofie only): D epphicani and invenior® D epplicani oaly D sventor only®

Namc ond sddress°°

If the person identified i this sub-boz is epplices! (er epplicen: and taventor), indicste aiso:

Country of astionshty Country of residence °°°
snd whether that person is apphicant for the purposes of (chech ene only):
8l) designeied Swtes encept the United States the $tates indicated
D‘" designated States Dme Unned Swtes of Amencs of Amenica oaly i the “Supplemental Bos®
e [fthep ¢ ¢ &s “eppl end inventor” ef &s ~wnventor oaly™ is nol an inverrer for the purposes of all the Gesignsated Siates.

give the necestary mgizauons o the =Supplementa! bez.®

se  Indicotethe peme of s natural person by giving his/her family same first followed by the given Bame(s). indicate the name efa legel entity by
its full official desigesuon. In the address, include both e postal code (if any) and the country (narme).

oss  ffrend 15 BOT1 d. it will be sssumed thet the country of residence is the same as the country inthcsted 1n the eddress

Form *CT/RO/101 (firs: sneetstfuly 1987 See notes on aicompanying sheet
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‘Sbm‘ numb;‘r .

lovun: person (imcludes,
ihe applicsnyls} me the competent [nternations) &

HWeme and address, including paml code wad country:

Adams, John Q.

Adams, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820

States of
| Iﬁ%’nﬁg?,ﬁsf?&am-sw-w7%‘%?.‘*. i

(IF ANY} OR COMMON REPRESENTATIVE (IF ANY); ADDRESS FOR NOTIFICATIONS (IN
several spplicsnts ead

 AGENT
wRTAIN CASES) 4 common fepresentslive may be upomud oaly if thare are
&omea the comemea representative must be one of ihe spplicents,
where applicable, 2 legsl eatity) u hembyluu becs sppointed 68 LELEL 7 COMEBMOB mmnuuu 0 ast

if @0 agent is or has been

if the space below is ueed itstend for en
ndérems for penifications, mark here

Taleprinter
aédress:

foglonal Patsas
g’edcnl Republic of), FR France,

shest (specily on doted lige):

de.Maadmmdlm

(4] AT Awsris®.....

I

BE Barbedos

BG BulgarieB).....oooiveiiiiiiiineiernenaann,

BR Brazil®) ......ioerniiiiiriiiiineii e,

CH end LY Switzerland ead Liechtenstein

DE Germany (Federal Republic of)(3) .Ut .4 ity
Model . ...

DE Denmark

FI Finlsnd

GB Ungited Kingdom

HU Hungery

EP Democratic People’s Republic of Kores(3) ... .,

OO0 E0OROO

Box No. V DESIGNATION OF GROUPS OF STATES OR STATES (1); CHOICE OF CERTAIN KINDS OF PROTECTION
OR TREATMENT. The Goliowing denignations ere Bereby @ade (please mark the epplicable check-boxes):

EP Gurepese Patem(?): AT Aumu. IE Belgivm, CH end L1 _Switzerland and Liechtenstein, DE German
I!l ited Kipgdom, IT Italy, LU Luxzembourg, ML Netherhndl’:

end sny sther Cmmeuu; State of the Europesn Pelent Cosvestion which bas become party w the PCT afler the issuence of this

....................................................................................................

OA OAP] Puest: Benin, Cameroon, Central African Republic, Chad, Congo, Gabon, Mali, Msuritanis, Senegal, Togo,
end sny ociber member State °S OAPI which bas become peny o e PCT afier e issusnce of this sheet; if other OAFI ttle

Fatienel Patent (if sther kind of protection of weatment desired, specify oo dotted line(3))

ER Republic of Kores™ ........................
LE SriLanks

LU Luxembourg®..............coiiiiiiinn..
MC Mopaco3) ...t i
MG Madagascar

MW Malawi®) .. ... i
Netherlands

Norwsy

Romanie

Suden

Swedzn

Soviet Umion®). ... ... . ... ...

[
8858 E

UOOOMO00000

E] US United States of America® Continuvation

¢ by markyr g the chect-bores with seq &l arabic 15 (see

(1) The epplicent’s choiee of the order of ¢ @msy be

elso the “Notes 1o Boz ko, V°).

Patent Office (see also the “Motes 10 Box N
[¢]] lflnolhcr tind ofpr or 8 title of ad

ding 10 e insty

(2) The selectson of paricular States for a Eumpe:’n )pnem €ap be made upon o ering the natioos! (regionsl) phase before the Europesn

or. in the Uaited Statgs of Ame rica, tresument 65 8 cOBtinuetion oF & COBLAVELIOB-in-pant
gives in the “Notes to Box Ne.. V.°

Form PCT/RO/101 (second sheet) (Suly 1987)

See notes on accompanyng sheet
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5

Sheet aumber..3...

Supplemental Bex. Use this box in the following cases: .

(i) af more than three pevons are iAvolved 65 appli and/or I ! i such case, write "Conlinusticn of Box No. I11* end indicate,
for each sdditiona! person the same type of information os required in Box No. 111, o - ;

(i) {f; in Bix We. Tl ar o5y of the sub-bixes of Bux Ne. Ill, the indication “the Siates Indicated in the “Supplomontal Box,* is checked: in.
such case. write “Continyation of Box No. 11” or *Continuation of Box No. t11* or “Continuation of Boxes Hg. 11 sad No. Ill'_}n the case may
e), indicate the name of the applicani(s) involved and, ext to (each) such name, the country or countries (of EP or OA, if applicable) for
the purposes of which he/ehe/it 55 applicent; . R R

(iti) if. in Box No. Il ar eny of the sub-boxes of Box No. lll, @ person indicated as “applicamt and invesige” or “inverior only " is Bol inverior
Jor the purposes of all designated States or for the purpases of the Urited States of America; in such case, erite *Continuation of Box No. §1”
ar “Continuation o, Box Mo lil” ar “Continustion of Boxes ko. Il end No. 1il ™ (as the case may be ], indicute the name of the inventor and,
next to such name, the country or countries {or EP or OA, if applicable) for the purposes of which the nzmed person is inventor;

(iv) if there is more than one agent 6nd their addresses are mos the same; in such case, write “Continuation of Box No. IV™ and indicate for
each gdditional sgent the same typs of information as reguired in Box No. IV,

(V) if. in Box No. V. the narme of any country (o1 OAPI) is eccompanied by the indication “pater: ef addinoe,” “certificate of addinon, * ar
“imveriar’s certificate of addriion. ” or if. in Box No. ¥, the Rame of ihe United States of America Is accompasied by an tRdication *Continuation ®
or "Continuatior in parn °; i¢ such case, write "Continuation: of Box No. V" and the name of each countsy involved (or CAPL), and afier the
name of ulch such country {or OAF]), the number of the perent title or parent application and the date af grant of parent title or (iling of
perent gpplication;

(vi) if there are more thar three eerlier applications whose prionty is claimed; in such case, indicate *Continuation of Box No VI® and
indicate for each additional eerher gpplication the same type of information as required in Box No. VI,

(vii) {f, in any of the Boxes. the spece is Insufficient o furaish ell the iRformation, in such case, write ~Continvation of Box No. ..~ [indi-
cate the nqmbf'r_ of the Box end furnish the information in the ssme manner as required according to the captions of the Box in which the
space was insufficrent.

(viii) if the applicant inends 10 claim. in respect of any designated Office. the berefit of provisions 06 the sgnicnal law conceriing non-prejudicial
disciosutrs or exceprions 1o leck of movelty, in such case. wrie ~Statement Concerning Non-prejudiciel Drsclossres or Enceptions 1o Lack of Novein™
and (urnish that swatement below

Continuation of Box No. V.

United States of America, Continuation-in-part of

application Serial Number 06/876,543, filed 15 July 1986.

1 this Supplemental Box is not used, this sheet need moi be sncluded n the Request.

Form PCT/RO/101 (supplementst shees) (Suly 1907) See aotes on accompanying sheet
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Bex Ne. VI PRIOBITY CLAIM (IF ANYj. The priority of the foliowing eariier epplication(s) is bereby claimed:

€ ia which i Filiag Date Application Ne. Office of Fiking (fili i
-&“R‘n?a.‘.?."n‘ﬁ_’u" e8! n (dey, moath, yems} - o ° newﬁan'::t(m:ul:n'?sl_yg
eae af ihe countries for which it : isteruaticaal applicslien
wes filed if regicnsl o igterne- of & segional agplication)
Ganal application)

 ys 15 July 1986 06/876,543

(2)

3

{Letter codes may be wied 1o indicale counly end/or Office of Gling)

When the earlier spplication was filed with the Office which. for the gurposes of the present ivterastiona! application, is the receiving Office,
the applicatit E3ay. egainst paymeni of the required fee. esk Gio faliosing: wing
the receiving Office is bereby requested o prepere sad trassmit to the Iniernstions) Buresu a certified copy of e sbove-mentioned
carlier application/of the ier epplications identified ebove by the wumbers (iDsen We applicable Bumben)

Bex Ne. Vil EABLIER SEARCH (IF ANY). Fill in where o ssarch (international, internationalaype of other) by the Iaternsuionsi
Searching Autherity tias elresdy been requesisd (or completed) ead the seid Authonty is Bow requesied to base the internstional search,
t« the extent possibie, on the resulis of Wie suid easlier search. hgentify such search of request cither by reference to the relevant applica-

tien (or the transistion theresl) or by reference to Use cosrch

Internsticns) applicstios au@ber or Entsrasticnel/ regicas!/asticanl
aumber and country (o regraaal Eling date

Ofiice) of other spplication:

Bete of request for search: Number (il evailsble)

given (o seerch request:

Bex Ne. VIl SIGNATURE OF APPLICANT(S) OR AGENRT

Christopher Columbus
President, Columbia Marine Corp.

if the present Request form is signed ot behsll of sny applicsst by ua egest, o separete power of atiofaey appointiog the egent and signed by
ke applicant is required. §f b such case it is desired to make use of & peneral power of atloraey (deposiled Wil tae receivieg Office), & copy

thereof must Be slisched Lo this form.

Bez NeJX CHECE LIST (To be filied in by the Applicant) This intersations) epplication as filed is sccompenied by the ilems

checked below:

This internaticns! spplicaticn contains the following sumber of <

sheets: 1. D separaie signed power of stioroey
I request 28 ehoew | 9 D copy of general power of sticraey
2. deseription 5 3. D priority document(s) (see Box No. V1)
3. claims theewz B D o1 of .
6 ob . 1l . receipt of the fees paid er revesiue stumps
5. drawings 4 sheets | 5 D chegue for the payment of fees

Totad 34 shoets | 6. @ request to charge deposit sccount
Figure number .....: Jr ............ ef the drewings (if any) is sugpesisd 1. E otber document (specify)

o gccompany the absiract for publication. Transmittal letter

{The follewing o @ be Eiled tn by Qe recalving Office)
1. Date of sctual rgceipt of the pusporied intermsations! application:

2. Corvected date of actual recript due to later but timely received papers
6z drawings compleuny the purporied interastionsl spplicales.

3. Daws of timely rece1pt of the required cormeciions yader Article 11 of the PCT:
D Ko Drewings

(The fellowing &t @ o Biled ta by e Intormusticns) Boresn)

4. Drewings D Recesved

Date of receips of the recerd capy:

Form PCT/RO/101 (last sheet) (July 1997) See poies oD sccoMmpanyIag sheet
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THIS SHEET lS NOT PART OF AND DOES NOT COUNT AS & SHEET OF THE lNTERNATlOVAL APPLICATION

APPLICANT ' ~ B o | This coluimn
‘__C.legm;ne_m.nmtn on. : | for use by
INTERNATIONAL APPLICATION NUMBER DATE STAMP OF RECEIVING OFFICE B B omc?

(1o be filled in by the receiving Olfice)

FEE CALCULATION SHEET'
FEES SUBMITTED OR TO BE CHARGED TO DEPOSIT ACCOUNT
L TRANSMITTAL FEE?. - o vernesenesnnsannesennsanneenaseeeneenssnassenssennsennns $170 | 1
IL SEARCH FEE? «nnveemnerneenenesensenassnssnnsensnnen e e aeraernaaanns |_$350 j

laternational search o be effected BY . oottt iirieitiarisaiaans
(Pleese indicate, but cnly if the applicant has the choice Between two of more {nterns-

tional Searching Authorities, the name of the Authority to which the international applica-
tion is to be transmitted. Note that the amount of the search fee depends ob the identity

of the Internstions! Searching Authority.)

111. INFERNATIONAL FEE*

BASIC FEE?
Indicate the number of SHEETS contsined in the international epplication

3
BIFSE 0 SBEEIS .\ eeenrnenesennren e e e e enanaaan 585 ﬂ c—
remaining 4 sheets * ._._.._..$10 © m P—

Add amounts entered in boxes b, and b, and enter total 1o box B, E:E
This figure is the amount of the BASIC ﬁ ............................

DESIGNATION FEES?

Indicete the number of NATIONAL PATENTS
which have been sought end multiply by the 9 £$120 - ]Sl 030‘ d ’
amount of the designation fee. ¥ !

lm!ici:lfl the x;umbcr of ?ILEGIGONA!L PlA‘I;ENTS
which have been sought and multiply by the - m
emount of the designation fee. L *s$120 é: | cmresamosmmm—

Add amounts entered in boxes d, and d; and enter totl in
box D (if that total exceeds the figure which corresponds to

the amount of the designation fee multiplied by ten, eater
the latter figure in Box D). $1,20 ,n

This figure is the amousnt of the DESIGNATIONFEES .................. ———
Add amounts entered in boxes B end D, end enter tow! in box L. =
This figure is the amourt of the INTERNATIONAL FEE................... {S_]-Jj 25, od i J
IV. TOTAL OF PRESC’ ~ - % SUBMITIED OR TO BE CHARGED e
TO DEPOSIT ACC ~
Add amounts entere’ ¢ . Sandl and enter total in the TOTAL box.
This figure is the 1018) & the PRESCRIBED FEES SUBMITTED OR $2,245.00
TO BE CHARGED TO Li. - «TACCOUNT ... ..iviieeiniiiiieeenannn., 101AL
THE APPLICANT MAY PAY THE PRESCRIBED FEES BY IC!‘EQUE. POSTAL MONEY ORDER. BANE DRAFT,
CASH. EEVENUE STAMPS, COUPONS, ETC.). PAYMENT SHOULD BE MADE IN THE PRESCRIBED
CUBRRENCY TO THE (ACCOUNT OF, ACCOUNT INDICATED BELOW OF, ORDER OF} THE RECESVING OFFICE.
PAYMENT MAY ALSO BE MADE BY AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE RECEIVING
OFFICE IF THE LATTER HAS A DEPOSIT ACCOUNT SYSTEM.
DEPOSIT ACCOUNT AUTHORIZATION?
B The RO/ US is hereby suthorized to charge the tolal fees indicated adove Lo my deposit sccount.
The ROr US is hereby authorized to charge eny deficiency or credit any overpayment in the total fees indicated
sbove to my deposit account.
[3 The RO/ US 15 hereby suthorized to charge the fee {or preparation and transmittal of the priority document to the

Internationz] Bureau of WIPO to my deposit account.

99-1111 02 July 1987 M ﬂm

Deposit Account Number Date Signature VJohn Adans

Form PCT/RO/101 (Annex) (Juty 1987) See notes op reverse side
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 PATENT COOPERATIONTREATY

NOTES TO THE REQUEST FORM (FCT/RO/161)

" "Thege Notes ére amended to facilitate' the filling ia of the
forrm. For suthentic  information, “sée the text "6f e Pasent
Cooperation ‘Treary igd the wki of the Regulations sad e
Adminisiative Iegurisetons under that Treaty. In cane of @increp-
gncy betweén these Notey and the said 1exts, the laiter e upphi-
cable. For more detsiled information, see also the PCT Applicant’s
Galde, & publication of WIPO. o T

“Rule” refers 1o Rules of the Regulations and “Section™
refers 10 Sections of the Administrative Instructions.

Plesse use 8 typewriter. The epplicable check-bones may be
marked with black ink

.. NOTES TO BOX Ne. §

Title of Iavention (Rulos 63 and S.1(): The tile must
be shon (preferably two 10 seven words when in Engliah or
teansisted into English) and precise. (¢ ust be identical with
e title hoading e destTiption.
| NOTES TO BOXES Ne. [ and [0

Indication vether ¢ Persen Is Applicant and/er laventer (Rules
4.5(s)and 6.6(s) end (b)):  Plesse mark the spplicable check-box
in order to indicate wether the pergon (including 8 legal eatity)
medu‘wpymlopv(whkhmmmmeumnuwm

inventor), “inventor only™ (which means thet e person iseot also |

spplicant) or “spplicam and taventor® (which mesns that the per-
sog is both). A person i3 ©o be amed only once, even where the
pesrson is both epplicant end inventor. - k

WNaomes eud eddressis (Rule 6.4):  The family name (prefera-

bly in capital letters) must be indicated before the given narme(s).

Titles and acedemic degress must be omitted. Names of legal
entities must be indicatsd by their full official designstions.

" The sddress must be indiceted ia guch & way that it al-
lows prompt postal delivery; i enust congist of all the relevant
sdministsative units (up to and including the indicatos of the
house cumbes, if eay, eod the counury).

Ounly one eddress may be indicated per person. Where 6o
ggent is sppointed, o special “address for notifications” may be
indicated in Box No. [V (see befow).

Nattsnality (Rules 6.5(s) and (b) and 4.6{e)): For each
epplicant, the pationality mus be indicated by the zame of the
State of which the person is & astionsl. This indication i pot
required where e person i investor only.

Basidencs (Rules 4.5() and (c) and 4.6(s)): For each oppli-
cant, the residenc: must be indicated by the name of the State of
which the persoa is o resident. However, if the residence i pot in-
dicated, it will be sssurned thas vhe State of residence is the saene &s
the State indicated in the address. The indication of the residence
is not required where & pesson ks inventor oaly.

Wames of Stmtes (Section 201(e)): For the indication of
pames of States the two-leiier country codes may be used.

Differont for Different Sentes (Rule
18.4(s)): It is possible to indicate different spplicants for the pur-
poses of different designated Sates. In such & case, in respect of
each designated State, &1 least one of the applicants indicated for
the pusposes of that State mus be o nstional or resident of s PCT
Contracting State. Whers the Unlted States of America s oue of the

States, the taventorn(s) mest be e spplicani(s) for Ge

For the indication of the designsted States for which a persca
is applicent plesse mask the epplicable check-box (only one). The
check-box “the States indicated in the ‘Supplemental Box'” must
be marked where none ef the other three check-boxes fits; in such
& case, the name of e person mun be repested i the Supple-
mental Box with an indicaton of the States for which he  eppl-
cant (see item (ii) in that Box).

- Naming of lnvester (Rule 4.1(s)(v) end (c)i)): - The iaven-
toe’s aame end eddress must be indicated where the aationsl law of
o least one of the designsied States requires tha the name of the
imventor be fareished & the time of filing; for details see the PCT
Applicant's Guide, Volume I, Aanex B. It is stroagly rer snmend-
ed o same always e @ventor.

Dillsrens loventors fir Dillerent Desigusied States (Rule
§.6(e)): Different persons smay be indicated &s inventors for dif-
feren: designated Siates where, in this respect, the requiremnents of
the nations! laws of the designated Stutes are not the same: in such
;::se. the Supplementsl Box must be used (see item (iii) in that

).

NOTES TO BOX Ne. IV

Agnas vz Commea Begresentative (Ruies 4.7, 4.8 and Sectica
108). Fos the manper ia which oame(s) and address(es) inclu-
ding names of States muet be indicsted, sae the Motes {0 Boxes
Ne. [l and L Where severa! agents are lisied, the agent 10 whom
any correspondence st be addressed is 1o be listed first. If
there is more 1ban coe spplicant bul no common agent repre-
senting them, the Request musy designate one of the applicants
who is & nations! or resident of a Conuracting State, as their
common representazive. If this is not done, the common repre-
sentative will the applicant first named in the Request who is
eatitled 1o Gle en intemationsl applicstion with the receiving

Appelement of Agest ¢ Commen Representative (Rule 90.3
und Section 106):  Any such sppointment may be made by des-
ignating the sgent(s) or the common representative in the Request
or in @ separate power of attorney. Each applicent must sign either
the Regquest or the separaie power of attorney. Where the intere.
ticnal applicstion is filed with reference to & general power of atiar-
pey, & copy thereof mus be attached to the Request end uny appli-
cant who did oot sign the general power of aitofney must sign
either the Request o a separate power of attorney.

Adidress Sor Netiications (Rule 6.4(d)):  [fno agent hasbeen
appointed, s special address for the sending of notifications to the
spplicant may be indicated in Box No. IV instead of the name and
eddress of en agent. That zddress must be different from the ed-
dress given in Box No. Il and the special check-box must be mer-
:;g if an sgent has been appointed, notificetions will be sent 1o his

ress.

NOTES TO BOX Ne. ¥

Deslgnatics ef Sentes:  The Contracting States in which pro-
tection is desired must be designated in the Request by marking
the applicable check-bozes. Motz that sher flng farthes
devignations casmel be eds.

The marking of the check-boxes of the designsted States by
means of sequential arabic numersals will be taken as indicating the
applicant’s chelen of the erder of the designatiens, ifanother form of
marking is used, the order will be taken as that in which the roarked
boxes sppesr on the form. This order will only have eny significan-
ce if the amount received for ibe designation {ees is insufficient to
cover all the designations; in thut case, the wnount reczived will be
spplied in paymeat of the fees for the designstions following the
seid order (Rule 16bis.2(c) and Section 321).

For the designstion of a State which has become pasty 10 the
BCT afier the date sppearing on the botiormn of the second sheet of
the Request form, the name of the Stste, preferebly preceded by
the reo-letier country code. must be given together with an indi-
cation, where applicable, whether nstional or regional protection
or & special kind of protection o weaument is desired.

Where a Earopess galent is desired, only one designation fee
must be paid for thet purpose. independently of the number of Sta-
tes designated for & European patent.

Where one or more Siates are designated twice (once for the
purposes of & European patent and once for the purposes of nstio-
na! proiection), the applicant must pay one designation fee in
respect of the European patent end as tnany designation fees
as there are pational patents or other titles of protection sought
(Rule 15.1(ii) end Secuon 210).
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Note that Beigiesm. Frames snd lialy can caly bedesignaied for
the purposes of a European palent and oot for the purposes of
navonat protection. . . o .

if & Europesn patem i desired for only some of the
Contracting States of the Europesn Pateat Coavention, Uit tames
of those States for which ne Eutopean patent is dusired may be
deleted by siriking them cut. However, it s recommeaded to
designate slweys all the Comtraciing Sisisn of the Eusopean
Patent Ocganisstion and w make 8 selection caly upon entering
the nationsl (regional) phase before tie European Pazeas
and upon payment of the European designation fees.

Chelee of Centaln Kizds of Preiection ez Treatment (Rules 4.12
10 4.14, Section 202):  Where, in any countty where that is poe-
sible, instead of & patent, a nazions] title other than 8 petent i
desired. write after the name of that countsy oo the dotted ling
the name of the title, that is, “petty petert” (available in Augtralia),
<utility model® (available in Brazil. Germany (Federal Republie
of). Japsn. the RepublicomeOA'PDw“z?nnwﬂ certificais”
(availeble in Bulgaria. the Democratic People's ch‘ubhcoﬂ(m
the Soviet Union). Where, in the Federal Republic of Germany
(the only country in which this possibility exisis), ia edditicn w e
patent, 2 utility model is also desired, write after the aame of that
countty “and utility model™.

Where, in respect of eny country where that is possible, & is
desired that the application be reated as an spplication fpr a cer-
wain title “of addition” of 25 an application for 8 continustion” ore
seontinuation-in-pars”, write after the name of that country the
appropriste words, that i, “petent of additios” (eveilable in
Australie, Austria. Bulgaria, Germany (Fedggﬂ Republic o(_'). )
Malawi. the Soviet Unicn), “centificate of lddlm' (aveilsble in |
Lurembourg, Manaco, OAPD), <inventor’s centificste of sddition” !
(availsble in Bulgariza, the Soviet Union), ‘jccmmumon' or “cog-
tinuation-in-part” (both avedable in the United States of America),
i any of these indications is used, indicate in the “Supplemental
Box* the State for which such treatment is desired, the number of
the parent title or parent applicstion. and the date of grant of the
paren title or the date of filing of the parent spplication, as the
case may be (see item (v) in that Box).

NOTES TO BOX Ne. V1

Prisckty Clsbm (Rule ¢.10):  The declaration containing the
priority claim must be made ia the Request.

The Request must indicale bath ] )

(i) when the earlier application is ot e regional of &n interns-
tiona! application. the commary in which it was filed, or, witen the
earlier application is & regional of €n internations! epplication, &t
tegst one country for which it was filed, and

(i) the date on which it was filed;
othierwise, the priority claim will, for the purposes of the procedure
under the Treaty, be considered £ot to have been made.

§f the spplication member of the earlier spplication is not in-
dicated in the Request but is furnished by the epplicant (0 the
Iaternations! Bureau orto the receiving Office prior to the expiza-
tion of the 16th month from the priority date, it is considered by el
designated States to have been fumished in time.

Centifled Cogy of Eerler Applicatien (Prierily Document)
(Rule 17.1): Such copy must be submitied to the Interastional
Bureau of to the receiving Office prior to the expiration of the
16th month from the priority date or, where an early start of the
national phase is requested. not later than st the time such

request is made.

VWhere the priority document is issued by the receiving Office,
the applicant may, insiead of subminting the priority documest,
reguest the receiving Office to transmit the priority documesi to
the International Buresy. Such request may be made by masting
the special check-box and by identifying the document. Ateaten:
whese such a request is raade. the apphicant must pay to the receiv-
ing Office the applicable fee for priesity docament.

0771987

Dates (Section 110):  They amum be indicated by the aabic
eumber of the day, he name of the moath end the arsbic numibes
of the yvear; after or below such indication, the date should be ®-
peated in parenthesis by indicating it by two-digit arabic numerels
each for the number of We day, for the aumber of Ui month and
foe (he last two umbars of the yess, e.g., 10 June 1986 (16.06.86).

' NOTES T BOX Ne. VIl

Eesiler Search (Rule 4.11):  The filling & of Boz Ne. VIl

Office | may result in & total oz pariz cefund of the intermations] search Bo.

NOTES TO BOX Ne. Vill

Slgnatare {Rules 4.1(d), 4.15 and 903(a)):  The sighature
muse be that of the epplicant (if there wre severnl applicants elf
must sign); bowever, the signature may be that of the agent where
& separate power of sticrney eppoiming the sgeaL, of s copy of e
general power ofettomey alresdy in the pozsession of the recelving
Office. is attached tothe Request. The neme of each pereon signing
the Requewn should be typed below the signsture; similady, oi
indication of the capecity in which the pereos sigas should be
Rim::.md if such cspecity s nos obvious from cesding the

(>4

NOTES TO BOE Ne. EX

Relerencs (o 5 Degeaited Micesmpnlsm (Rule 13bis sad $be-
toa 209): Form PCT/RO/134 or any separats sheet containing
indicatioas coneerning e depasited microorpunism may, in MO
cases, be listed as “cther document.” This i3 not the case ifJepas is
designated: in that case, Form PCT/RO/134 or any other sheet
coatsining the said indicstions musw be included o ons of the
shests of the descriptiva.

KOTES TO “SUPPLEMENTAL BOE®

The manner of meking indications i this Box i indicaled oo
e top of the “supplemientsl shest.”

Sestement concerulng Nea-Prejadichl Disdlovmes w Unogp-
tioms o Lack of Novely:  Such s matement, unless contgined in
the description, may be given i this Box. It should eomply with
the national law applicable by e designated Office 1o which the
slaternent is eddressed.

GENERAL REMARES

Lengeage of Comespendence (Rule 922 and Sectica 104):
Apy letter from the applicant 1o the Receiving Office, the Interne-
tional Searching Authority or the Interoations! Preliminary Erem-
ining Authority must be in the eeme langusge oo the interoations!
application to which it relates; however, the receiving Offics, tie
Internriions! Searching Authority or the Internations! Prelimi
nery Examining Authority msy suthorize the use of enother log-
gurge. Any letter from the applicant to the Internations! Buresu
must be in the same language as the international spplication i
thet langusge is English or French; otherwise, it must be in Eag-
lish or Freach, at the chicice of the gpplicant

Arreagement oI Elemeonts and Kunberlag of Sheets of e lators
wations! Agplication (Rule 11.7 und Section 207):  The clements
of the istemationsl epplication rmust be placed in the following
order: the Request, the description, the claim(s), the abatract, the
drewings (if any). All sheets constitutiog Uie internstional epplice-
tion must be aumbered in consecutive arshiz numerals with theee
separate series of numbers: the fire applyiag o the Requeit, the
secead epplying 10 the pert congisting of the deseription, te
clairn(s) and the ebstrect, end the tird epplying to the drewings.
‘The numbers must be pleced at the top of the sheer, ia the mlddie,
below the 2cm mesgin which muss sersin blank. The aumber
of each sheet of the drawings must coasist of two arabie aumerels
separated by en oblique siroke, the first being the sheet rumber
and the second being the total number of sheews of drewlngs.
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PCT INTERNATIONAL APPLICATION TRANSMITTAL LETTER a2 3
REGARDING THE INfERNAw RPPLICATION 07 o . DOCKEY OR REFERENCE NUMBER
Cojumbia Marine Corporation CNC=123

g‘é'iLED-Steering Gear for Sailboats

Certification under 37 CFR 1.10 (if npplicnlile)

“Express Mail™ maiting pumber Date of Depasit

1 hereby certify thst thic spplication is being deposited with the United Stetes Postal Service “Express Mail Past Office to
Addressee” service under 37 CFR 1.10 on the dste indicated above and is eddressed to the Commissioner of Patents snd
Trademarks, Washington, D.C. 20231,

(Typed or printed neme of person {Signature of pereon mailing
raailing spplication) epplication)
To the United States Receiving Office (RO/US):
Accompanying this tzensmittal letter is the gbove-identified Internationa! epplication, including a completed
Requast form (PCT/RO/101). Please process the epplication according to the provisions of the Patent Cooper-
ation Treaty.
The following requests are made of the RO/US:
2.,@ PREPARATION AND TRANSMITTAL OF CERTIFIED COPY OF PRIORITY DOCUMENTS~—Please
prepare and transmit to the Internstional Buresu a certified copy of the United States origin priority
. documents identified in Box VI of the Request form (37 CFR 1.451).
Ta cover the cost of copy preparation and certification (37 CFR 1.19(ak3) and (bX1)),
a (check) (money order) in the amount of & is atteched to this tranamitial letter.

the RO/US is hereby authorized to charge the following deposit account 5o $Pmt -l e .
2. CHOICE OF INTERNATIONAL SEARCHING AUTHORITY--It is requesied that the Internationsl
Search be performed by the following International Searching Authority:
EJUnited States Patent and Trademark Office (ISA/US)
D European Patent Office (ISA/EP)

The sppropriste Search fee for the sbove-named Authority is indicsted on the Fee Calculation Sheet
{PCT/RO/101 Annes).

3.G SUPPLEMENTAL SEARCH FEES (ONLY WHEN ISA/US CONDUCTS THE INTERNATIONAL
SEARCH.)—Please charge any Supplemental Search fees that may be required by the United States
Internations! Searching Authority (ISA/US} to deposit account no.:

1 und d thel this h 18 subject 10 my oral coafirmatien theveof in each insterice gnd ¢hat 1t 1n Ac wey fimuts My right to submur
@ protest agams pexment of the Supplemenial Search fees, bul s mevels an gdminitirative 61 (o Basure that the ISA/('S mar fimely complerc
the Search Repart

NOTE: SUPPLEMENTAL SEARCH FEES FOR ISA/EP ARE PAYABLE DIRECTLY TO THE EUROPEAN
PATENT OFFICE
4.5 DISCLOSURE INFORMATION—~In order to &ssist in screening the eccompanying Internstional appli-
cation for purposes of determining whether a license for foreign transmittal should and could be granted
end for other purposes, the following information is supplied:
A DThere is no prior filed epplication relating o this invention.
B.E ) There is & prior spplication, serial number 16 /876,543 _ filed on 15 July 1986
which contains subject matter that is
1. - substentially identical to that of the eccompanying International application.
2.6%] less then thet of the sccompsnying International epplication. The additione) subject

matter of the International application eppesrs on pages(s) and line(s) p12=16
3. D more than that of the accompanying International gpplicstion.
C.Disclosure information cannot be covered by the langusge of Points 4A or 4B sbove due to the

involvernent of several prior epplications or for other reasons. A separate sheet on
which the disclosure information is explained is attached to this transmittal letter.

55£ ] REQUEST FOR FOREIGN TRANSMITTAL LICENSE—According to the provisions of 35 U.S.C.
184 and 37 CFR 5.11, & license to transmit the eccompanying Internstions) epplication to foreign agencies
or intermational suthorities is hereby requested.

SIGNER 15 THE WAME OF SIGNEP (1ypeg)
Dmpucnm John Adamg
COMMON REPRESENTATIVE SIGNETURE
ATIORNEV SN 23 466 /"{“‘L M
REG WO
PTO-1382 mev 3.84) U S Depanimem of Commatca

Pavprt end Tredemers Office
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(i) a requet 1o the receiving Office to transmit the priority document to

the Imemational Burcau where the application whose priority is claimed was .

filed with the national Office or mtergovemmcmal aulhomy whlch is lhe
receiving Office. ; ) o

{d} The request shall be signed.
4.2 Tke Petition

The petition shall be tothe following effect and shall pvefembly be worded

as folows: “The undersigned requests that the present intemational application
be processed according to the Patent Cooperation Treaty.” ’

LR BB 3

(See >MPEP<§§ 1820.01-1820.11 for PCT Rules 4.3-4.15)
LE B8 2

4.16 Transliteration or Translation of Certain Words

(2) Where any name or address is written in characters other than those of
the Lazin alphabet, the same shall also be indicsted in characters of the Latin
alphabez either as a mere transliteration or through translation into English. The
applicant shall decide which words will be merely transliterated and which
words will be so translated.

{b) The name of any country written in characters other than those of the
Latin aiphabet shall also be indicated in English.

17 Additional Matter

{2) The request shall contain no matter other than that specified in Rules
4.1 104.16, provided that the Administrative Instructions may permit, but cannot
make mandatory, the inclusion in the request of any additional matter specified
in the Administrative Instructions. ‘

(b) If the request contains matter other than that specified in Rules 4.1 10

-16 or permitted under paragraph (2) by the Administrative Instructions, the

receiving Office shall ex officio delete the additional matter.

37 CFR 1.434. The request.

(2) The request shall be made on a standardized printed form (PCT Rules
3 and 4). Copies of such printed Request forms ere available from the Patent and
Trademark Office. Letters requesting such forms should be matked “Box PCT."

(b) The Check List portion of the Request form should indicate each
document accompanying the intemational application on filing.

¢y All information, for example, addresses, names of States and dates,
shall be indicated in the Request as required by PCT Rule 4 and Administrative
Instructions 110 and 201.

(d) International applications whic: designate the United States of
America shall include:

{1) The name, address and signature of the inventor, except as provided
by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2 A reference to any copending national application or international
application designating the United States of America, if the benefit of the filing
datz for the prior copending application is 1o be claimed.

PCT Administrative Instructions Section 303
Deletion of Additional Matter in the Request
Where, under Rule 4.17(b), the receiving Office deletes ex officio any
matter contained in the request, it shall do so by enclosing such matter within
square brackets and entering, in the margin, the word “DELETED by RO” or
their equivalent in the language of publicaticn of the intemational application,
and shail notify the applicant accordingly. If copies of the intemnational appli-
cation have already been sent to the Intemational Bureau and the Intemational
Searching Authority, the receiving Office shall also notify that Bureau and that
Authonty.

The Request contains a petition to the effect that the inter-
national application be processed according to the PCT; it must
contain certain bibliographic information (PCT Article 4(1),
PCT Rules 3 and 4 and 37 CFR 1.434). The Request must be
made on a printed form (PCT/RO/101) to be filled in with the
required information (PCT Rolss 3.1, 3.2 and Administrative
Instructions Section 102(b)). Any prospective applicant may
obtain English language Request forms free of charge from the
United States Patent and Trademark Office, Box PCT, Wash-
ington, D. C. 20231. The PCT sets forth specific requirements
for each element of bibliographic information on the Request
form. The Request may not contain any matter that is not

Rev. §, July 1987

MANUAL OF PATENT EXAMINING PROCEDL RE

specified in PCT Rule 4. Any additional material will be deleted
ex efficio (Adminislralive InstructionsvSection 303).

APPLICANT OR AGENT’S FILE RnFERENCE

The apphcam or agent may usea file reference composed
either of letters or numbers or both, provided the file reference
does not exceed ten characters. If a file reference is indicated on
the Request form, any correspondence from an International
Authority to the applicant or agent will include it. (Administra-
tive Instructions Section 108)

SUPPLEMENTAL BOX

This box is used for any material which cannot be placed in
one of the previous boxes because of space limitations. The sup-
plemental information placed in this box should be clearly
entitled with the Box number from which it is continued,
e.g.,"Continuation of Box NoIV.” If the supplemental box does
not contain sufficient space, the material should be continued on
an additional plain sheet of A4 size paper. If such acontinuation
sheet is used, it is numbered as an additional page S of the
Request and counted accordingly in the total number of sheets
for fee calculation purposes. The sheet should be entitled
“Continuation Sheet to the Request”.

1820.01 Title of the Invention [R-2]

PCT Rule 4.3 Title of the Invention
The tille of the invention shall be short (preferably from two to seven
words when in English or translated into Englisk) and precise.

The Request must coniain the title of the invention; the
title must be short (preferably 2 to 7 words) and precise (PCT
Rule 4.3). The title in Box No. I of the Request is considered to
be the title of the application. The title appearing on the first page
of the description (PCT Rule 5.1 (a)) and on the page containing
the abstract should be consistent with the title indicated in Box
No. I of the Request form. The word “improved” should not be
used in the title.

1820.02 Applicant [R-2]

PCT Rule 4.4 Names and Addresses

(a) Names of natural persons shall be indicated by the person’s family
name and given name(s), the family name being indicated before the given
name(s).

(b) Kames of legal entities shall be indicated by their full, official desig-
nations.

(c) Addresses shall be indicated in such a way as to satisfy the customary
requirements for prompt postal delivery at the indicated address and, in sny case,
shall consist of all the relevant administrative units up to, and including, the
house number, if any. Where the national law of the designated State does not
require the indication of the house number, failure to indicate such number shall
have no effect in that State. It is recommended to indicate any telegraphic and
teleprinter address and teic phone number of the agent orcommon representative
or, in the absence of the designation of an agent or common representative inthe
request, of the applicant first named in the request.

(d) For each applicant, inventor, or agent, only one address may be
indicated, except that, if no agent has been appointed to represent the applicant,
or all of them if more than one, the applicant or, if there is more than one
applicant, the common representative, may indicate, in addition to any other
address given in the request, an address to which notification shell be sent.

PCT Rule 4.5 The Applicant
(a) The request shall indicate the name, address, nationality and residence
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of the applicant or, if there are several applicants, of each of them.

(b) The applicant’s nationality shall be indicated by the name of 1he State
of which he is 2 national. ‘

() The applicant’s residence shall be indicated by the name of the State of
which he is a resident. . .

The names of natural persons must be given with the family
name being indicated before the given name (PCT Rule 4.4).
The names of legal entities should be given in full. Al addresses
should be spelled out in full and include the name of the country
in order to assure correct publication of the information. If the
United States of Americais designated, the applicant must be the
inventor at the time of filing (35 U.S.C. 373).

The applicant of an internaticnal application for a desig-
nated office other than the United States of America may be
either the inventor or the owner of the invention. In cases where
the inventor is the applicant for certain designated countries and
the owner or assignee is the applicant for other designated
countries, the names and other identifying information of both
must appear in Box No. I and Box No. I1I with the appropriate
boxes checked. Only one applicant’s or inventor’s name should
be listed in each Box.

It should be noted that at least one of the inventors must be
aresident or national of 2 PCT member country in order for the
application to enter the national stage in the United States of
America. This point involves two basic issues which must be
addressed separately. One issue relates to the requirements for a
valid designation of the United States of America. The other
issue relates to the requirements of the U.S. national law in order
for the U.S. Patent and Trademark Office to accept the interna-
tionalapplication for the national stage. Astothe firstissue, PCT
Rules 18.3 and 18.4 require that at lcast one of the applicants for
each designated State must be aresident or national of a member
country of the PCT Union in order for the designation {0 be valid.
Ags to the second issue, although the designation of the United
States of Americamay be valid forPCT international procedure,
the international application will not be accepted at the United
States national stage unless itie-applicant is the inventor (PCT
Article27(3)and 35 U.S.C. 111 and 373). Therefore, at least one
of the inventors must be a resident of a PCT member country in
order for the international application to enter the national stage
in the United States of America.

It should be noted, however, that if the owner or assignee is
aresident or national of a PCT member country, the owner can
be the sole applicant and file an international application desig-
nating all current PCT member countries other than the United
States of America. Any invalid designation of States for which

atleast one applicantis not aresidentor national of a Contracting

State will be deleted by the Recciving Office. See also
>MPEP<§ 1805 for the text of rules and other provisions
concerning applicants.

1820.03 Inventor [R-5]
PCT Rule 4.6
The Inventor
(a) Where Rule 4.1(a)(v) applies, the request shall indicate the name and
sddress of the inventor or, if there are several inventors, of each of them.

(b) If the applicant is the inventor, the request, in lieu of the indication under
paragraph (&), shall contain a statement to that effect.

(c) The request may, for different designated States, indicate different
persons as inventors where, in this respect, the requirements of the national laws
of the designated States are not the same. In such a case, the request shall contain
& separate statement for each designated State or group of States in which a
panticular person, orthe same person, is to be considered the inventor, or in which
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particular persons, or the same persons, are to be considered the inventors.

For purposes of the designated countries >other than the
United States of America<, the name and address of the inven-
tor must be indicated either in the Request or later at some other
point in the procedure (PCT Atrticle 4(1)(v), 4(4), and 22(1);
and PCT Rules 4.1(a)(v) and 4.6(a)). It should be noted that
Japan as a designated office requires the name and addsess of
the inventor to be present on the Request form on filing. Names
should be indicated with the family name preceding the given
name, and addresses should be spelled out in full, including
both the zip code and country.

1820.04 Agent or Common Representative (if
any) [R-5]
PCT Rule 4.7 The Agent
If agents are designated, the request shall so indicate, and shall state their
names and addresses,

PCT Rute 4.8 Representation of Several Applicants Not
Having a Common Agent

(a) If there is more than one applicant and the request does not refer to an
agent representing all the applicants (a common agent™), the request shall
designate one of the applicants who is entitled to file an international applica-
tion according 1o Article 9 as their common representative.

(b) If there is more than one applicant and the request does not referto an
agent representing all the applicants and it does not comply with the require-
ment of designating one of the applicants as provided in paragraph (a), the
common representative shall be the applicant first named in the request who is
entitled to file an intemational application with the receiving Office with which
the international application was filed (Rule 19.1(a)).

Any attorney or agent registered 1o practice before the
Patent and Trademark Office may act as an agent for the
applicant in an international application filed in the United
States Receiving Office >before all the international authori-
ties, such as the Receiving Office, the International Searching
Authority, the International Preliminary Examining Authority
and the International Bureau<. Box No. IV of the Request form
may be used as a power of attorney document. For particulars
concerning who may sign the Request and power of attorney
see > MPEP<§§ 1807 and 1820.11.

It should be noted that under PCT there is no provision for
correspondence addresses or associate attorneys. The first-
named attorney or agent will receive correspondence (PCT
Administrative Instructions Section 108(a)). If the power of
attomney is found to be defective, the first-named applicant will
receive any correspondence.

Jointapplicants may also designate one of the applicantsto
be a common representative under PCT Rule 4.8(a).

1820.05 Designation of States [R-5]
PCT Article 43
Seeking Certain Kinds of Protection

In respect of any designated or elected State whose law provides for the
grant of inventors' certificates, utility certificates, utility models, patents or
certificates of addition, inventors’ centificates of addition, or utility cenificates
of addition, the applicant may indicate, as prescribed in the Regulations, that
his international application is for the grant, as far as that State is concemed, of
an inventor's cenificate, 8 utility certificate, or a utility model, rather than a
patent,orthat it is for the grant of a patent or certificate of addition, an inventor’s
centificate of addition, or a utility cenificate of addition, and the ensuing effect
shall be govemed by the applicant's choice. Forthe purposes of this Article and
any Rule thereunder, Article 2(ii) shall not apply.
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PCT Article 44
Seeking Two Kindz of Protection

In respect of any designated or elected Stste whose law permits an
application, while being for the grant of & patent or one of the other kinds of
protection referred to in Anticle 43, to be also for the grant of ancther of the said
kinds of protection, the applicant may indicate, as prescribed in the Regulations,
the two kinds of proteciion he is geeking, snd tse ensuing effecs shall be
govemed by the spplicant s indications. For the purposes of this Article, Anticle
2(ii) shatl not zpply.

PCT Article 45
Reglonal Patent Treaties

(1) Any treaty providing for the grant of regional patents (“regional patent
treaty™), and giving 10 all persons who, according to Article 9, are entitled 1o file
international applications the right to file applications for such patents, may
provide that international applications designating or electing a State panty 10
both the regional patent treaty and the present Treaty may be filed a¢ applica-
tions for such patents.

(2) The national law of the said designated or elected State may provide
that any designation or election of such State in the international application
shall have the effect of an indication of the wish to obtain & regional petent under

the regional patent treaty.

PCT Rule 4.9 Designation of States
Contraciing State shall be designated in the request by their names.

B ES

PCT Rule 4.12 Chkeice of Certain Kinds of Protection

(e) If the applicant wishes his international application tobe treated, in any
designated State, as an application not for 2 patent but for the grant of any of the
other kinds of protection specified in Article 43, he shall so indicate in the
request. For the purposes of this paragraph, Article 2(ii) shall not apply.

(b) In the case provided for in Anticle 44, the applicant shall indicate the
wo kinds of protection seught, or, if one of two kinds of protection is primarily
sought, heshall indicate which kind is sought primarily and which kind is sought
subsidiarily.

37 CFR 1.432 Designation of States and paymeant of designa-
tion fees.

(2) The names of Designated States shall appear in the Request upon filing
and must be mdicated as set forth in Section 201 of the Adminisirative
Instructions.

() The designation fees may be paid upon filing of the international
application, but must be paid * before the expiration of one yesr from the pricsity
date »or within one month from the date of receipt of the intemational
application if that month expires after the expiration of one year from the priority
dme< ®, Failure 1o timely pay the designation fee for a particular Designated
State will result in the withdrawal of that designation *. Failure to timely pay at
least one designstion fee will result in the withdrawal of the intemational

application *.

PCT Administrative Instructions Section 201
Names of States

(2) The name of any State referred to in the request shall be indicated
either by the full name of the State, or by a generally accepted short tide which,
if the indications are in English or French, shall be as appears in Annex A, or by
the 1wo-letier country code identifying that State as appears in Anncxes A and
B.

(®) {Deleted]

PCT Adminlstrative Instruction Sectlon 202
Kind of Protection
(a) Where the spplicant wishes his application to be treated in any
designated State as an spplication not for a patent but for the grant of ancther
kind of protection referred to in Article 43, he shall make the indication in the
request referred to in Rule 4.12(a) by insenting the words “inventor’s
cenificate, " uiility cenificate,” “utility model.” (or “peity patent” for Austra-
lia). “patent of addition,” “centificate of addition,” “inventor's cenificate of
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eddition” or “uiility centificate of addition,” or their equivalent i the language
of the intemational application, immedistely afier the indicetion of the said
Stste. :

(o) Where, in respect of the designation of the Federal Republic of
Germany, the applicant is seeking two kinds of protection under Article 44, he
shall make the indicstion referred to in Rule 4.12 (b) by inserting, immediately
after the indicatica of the Federal Republic of Germany anid in the language of
the interational epplication, one of the two followirg indications:

(i) “and wility model™,;
(ii) “and zuxiliary utility model.”

PCT Administrative Instructions Section 203
Reglanai Patents

(a) If the applicant wishes to obtain & regional patent in respect of any
designated State and the request form does not contain preprinted indications
pemmnitting the applicant tomake the indication in the request referred to in Rule
4.1(b)(iv), the applicant shall make the said indicstion by insening the
words"regional patent,” or their equivalent in the language of the intemational
application, immediately after the indication of the said State or, where an
indication has been made under Section 202, after that indication, provided that:

(i) where Asticle 4(1)(ii}, third clause, applies, and not all the States party
to the regional treaty have been designated, the intemationa! application shall
be treated as if all those States had been designated and ag if the designations of
all such States contained the said words, whether the said designations con-
teined an indication of the wish to obtain a regional patent or, according to
Article 4(1)ii), fourth clause, are to be treated as containing such indication;

(ii) where the national law of any designated State contains a provision as
referred to in Article 45(2), the Internationsl Bureau shell, according to Article
4(1)(ii), fourth clause, treat the designation as if it contained the said words even
where the applicant failed to indicate them.

(b) The applicant may, instead of the words “regional patent” referred to
in paragraph (a), use other words to the same effect; such words may include 8
reference to a palent to be granted by the European Patent Office under the
Convention of the Grant of Europcan Patents done at Munich on October 5, 1973
(“European patent™), where the regional patent which the applicant wishes to

obtain is @ European patent. ,
(c) An indication, in respect of the designation of Liechienstein or Swit-

zerland, or both, of the wish to obtain a regional patent shall be taken as
indicating a wish to obtain a European patent in respect of those States, whereas
the absence of any indication of the wish to obtain a regional patent in respect
of such adesignation shall be taken as indicating a wish to obtain a patent granted
by the Swiss Federal Intellectual Property Office in respect of those States.

PCT Administrative Instructlens Sectlon 219
Caiculation of Designation Fee for the Purposes of National and
Regional Patents

Where the request of the internstional spplication contains a designation
of a Contracting State without an indication of the wish 10 obtain a regional
patent snd also a designation of the same Contracting State with an indication
of the wish 10 obtain a regional patent and the national law of the Contracting
State does not contzin a provision referred to in Anticle 45(2), the designation
fees shall be calculated on the basis that a separate fee is payable in respect of
the designation of the Contracting State in addition to the designation fee
payable in respect of that Contracting State as a Contracting State or as one of
a group of Contracting States for which a regional patent is sought.

All designated States must be named in the Request on
filing. It is not possible to add designations of countries to an
international application after itis filed. Only those countries for
which the PCT has come into effect at the time the international
application is filed may be designated. The Request form, as
filed, must contain the names of all designated countries in
which protection is desired (PCT Article 4(1)(ii}, ¥CT Rules
4.1(a)(iv), and 4.9, and 37 CFR 1.432. However, since the
designation fees are not required until one year after the priority
date, or if no priority is claimed, until one year after the actual
international application filing date >or one month after the
international filing date, if that month ends later than one year
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LIST OF PCT MEMBER STATES ST U
State Ratification Date of Ratification Date from Which State <.
or Accession or Accession May be Desigrated .
(1) Centrel Africs Republic® Accession 15 September 1971 01 June 1978
(2) Senegsl® Ratification 08 March 1972 01 June 1978
(3) Madagascar Ratification 27 March 1972 01 June 1978
(4) Malawi Accession 16 May 1972 01 June 1978
(5) Cameroon® Accession 15 March 1973 01 June 1978
(6) Chad® Accession 12 Febroary 1974 01 June 1978
(7) Togo* Ratificarion 28 January 1975 01 June 1978
(8) Gabon* Accession 06 March 1975 01 June 1978
(9) United States of America Ratification 26 November 1975 01 June 1978
(10) Germany, Federal Republic of** Ratification 19 July1976 01 June 1978
(11) Congo* Accessicn 08 August 1977 01 June 1978
(12) Switzerland** Ratificaticn 14 September 1977 01 June 1978
(13) United Kingdom®** Ratification 24 October 1977 O1June 1978
(14) France** Ratificaticn 25 November 1977 01 June 1978
(15) Soviet Union Ratification 29 December 1977 01 Junel978
(16) Brazil Ratification 09 January 1978 01 June 1978
(17) Luxembourg®* Ratification 31 Janvary 1978 01 Junel978
(18) Sweden** Ratification 17 February 1978 01 June 1978
(19) Japan Ratification 01 July 1978 01 Ocicber 1978
(20) Denmask Ratificaticn 01 Sepiember 1978 01 December1978
(21) Austria®* Ratification 23 January 1979 23 April1979
{22) Monaco Ratification 22 March 1979 22 June 1979
{23) Netherlands** Ratification 10 April 1979 10 July 1979
(24) Romania Accession 23 April 1979 23 July 1979
{25) Norway Ratification 01 Ociober 1979 01 January 1980
(26) Liechtenstein®* Accession 19 December 1979 19 March1980
(27) Australia Accession 31 December 1979 31 March 1980
(28) Hungary Ratification 27 March 180 27 June 1980
(29) Democratic People’s Republic
of Korea (North Korea ) Accession 08 April 1580 08 July 1980
(30) Finland Ratification 01 July 1980 01 October 1980
(31) Belgium** Ratification 14 Sepiember 1981 14 December 1981
(32) Sri Lanke Ratification 26 November 1981 26 February 1982
(33) Mauritenie Accession 13 January 1983 13 April 1983
734) Sudan Accession 16 Janvary 1984 16 April 1984
(35) Buigaria Accession 21 February 1984 21 May 1984
(36) Republic of Korea (South Korea) Accession 10 May 1984 10 August 1984
(37) Mali* Accession 19 July 1984 19 October 1984
{38) Barbados Accession 12 December 1984 12 March 1985
(39) Italy®* Ratification 28 December 1984 28 March 1585
>{40) Benin* Accession 26 November 1986 26 February1987<

& IMembers of Africa Intellectual Propesty Organization (OAPTI) regional patent system. Only regional patent protection is available for OAPI member states.
A designation of any state is an indication that all OAPI states have been designated. Note: only one designation fee is due regardless of the sumber of OAPImember
astes designated. ** Members of European Patent Convention (EPC) regional patent system. Either national patents or European patents for member States are
zvailable through PCT, except for France, Belgium and Tialy, for which only European patents are available if PCT is used. Note: only one designation fee is dueif

Enropean petent protection is sought for one, several or all EPC member countries.

after the priority date (PCT Rule 15.4(b)(ii)<*, applicants who
file without claiming priority, or who file early in the priority
year, may initially designate ail PCT countries in which they
may have an interestand later only pay designation fees for those
countries in which patent protection is seriously desired >and
withdraw the designations as to the other States<. Any desig-
nated country for which a designation fee in not timely paid is
considered withdrawn.

States must be designated in Box No. V by checking the
appropriate box beside the name of each State. A choice between
anational patent and a regional patent is available for States that
are members of both the PCT and the European (EPC) regional
patent convention. For the EPC, regional or national protection
is available for Austria, The Federal Republic of Germany,
Luxembourg. The Netherlands, Sweden, Switzerland, Liechten-
stein, or the United Kingdom. However, where France, Belgium
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and/or lialy is designated, the application will be treated as an
application for a European patent with effect for France, Bel-
gium and/or Italy.

The designation of any State is treated as an expression of
the wish to obtain a patent in the designated State. However, if
the applicant wishes the international application to be treated
in any designated States (whose national law>offers<* that
kind of protection) as an application not for a patent but for an
inventor’s certificate, a utility certificate, a utility model, a
patent of addition, a certificate of addition, an inventor's
certificate of addition or a utility certificate of addition, the
applicant must indicate that desire in Box No, V of the Request
by indicating the kind of protection immediately after the
indication of the State (Administrative Instructions Section
202(a)), and the application will be dealt with accordingly in
that State (PCT Rules 4.1(b)(iii) and 4.12). Annex B of the
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“PCTApplicam s Guide” indicates, inrespect of each Contraci-
ing State, the kinds of protection available .

The applicant may, in respect of any desxgnated State
(whose national law >offers<* the kinds of protection involved
and admits the possibility of seeking two kinds of protection),
mention in the Reguest >of< two kinds of protection (Box No.
V), together with an indication of the one preferred and the ap-
plication will be dealt with accordingly in that State (PCT
Article 44 and PCT Rule 4. 12(b)) Annex B of the PCT
Applicant’s Guide indicates, in respect of each Contracting
State, whether this possibility is available. Currently the possi-
bility of seeking two kinds of protection is available only for the
Federal Republic of Germany as a designated State.

The indicaiion on the line of the type of protection desired
is placed directly after the checkbox for the State. Where a title
(patent, certificate, inventor’s certificate, utility certificate) of
addition, is sought, or where the applicant wishes the interna-
tional application to be treated in any designated State as an
application for a continuation or a continuation-in-part, the fact
must be indicated together with an identification of the parent
application (PCT Rules 4.1(b)(v), 4.13 and 4.14). This indica-
tion is placed in the Supplemental Box and should be clearly
identified as continuing information from Box V regarding the
designation of a specific State. See >MPEP<§ 1820.07.

1820.06 Priority [R-2]

PCT Article 8§
Claiming Priority
(1) The intemational application may contain a declaration, as prescribed
in the Regulations, claiming the priority of one or more earlier applications filed
in orfor any country party tothe Paris Convention for the Protection of Industrial
Propernty.

(2){(a) Subject to the provisions of subparagraph (b), the conditions for,
and the effect of, any priority claim declared under paragraph (1) shall be as
provided in Article 4 of the Stockholm Act of the Paris Convention for the
Protection of Industrial Property.

(b) The international application for which the priority of one or more
earlier applications filed in orfora Contracting State is claimed may contain the
designation of that State. Where, in the intemational application, the priority of
one or more national applications filed in or for a designated State is claimed,
or where the priority of an intemational application having designated only one
State is claimed, the conditions for, and the effect of, the priority claim in that
State shall be governed by the national law of that State.

PCT Rule 4.16 Priority Claim

(2) The declaration referred 1o in Article 8(1) shall be made in the request;
it shall consist of a statement to the effect that the priority of an earlier
application is clzimed and shall indicate:

(i) when the easlies application is not a regional or au intemational
application, the country in which it was filed; when the earlier application is
regional or an international application, the country or countries for which it was
filed,

(ii) the date on which it was filed,

(iii) the number under which it was filed, and

(iv) when the earlier application is 2 regional or an intemnational applica-
tion, the national Office or intergovermnmental organization with which it was
filed.

(b} If the request does niot indicate both

(i) when the earlier application is not a regional or an intemational
spplication, the country in which it was filed; when the earlier application is a
regional or an intemational application, at least onc country for which it was
filed, and

(ii) the date on which it was filed,

the priority claim shall, for the purposes of the procedare under the Treaty,
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be considered not 1o have been made except where, resulting from an obvious
error, the indication of the said country orthe said date is missing o is erroncous;
whenever the identity or correct identity of the said country, or the said date or
the correct date, may be established on the basis of the copy of the earlier
application which reaches the receiving Office before it transmits the record
copy to the International Bureau, the error shall be conszdcrcd asan obvious
efTor.

(c) If the application number of the earlier application is not mdlcated in
the request bt is fumished by the applicant to the International Bureau or to the
receiving Office priortothe expiration of the 16th month from the priority date,
it shall be considered by all designated States to have been fumnished in time.

(d) If the filing date of the earlier application as indicated in the request
does not fall within the period of one year preceding the intemational filing date,
the receiving Office, or, if the receiving Office has failed to do so, the Intema-
tional Bureau, shall invite the applicant to ask either for the cancellation of the
declaration made under Anicle 8(1) or, if the date of the earlier application was
indicated erroneously, for the correction of the date so indicated. If the applicant
fails 1o act accordingly within one month from the date of the invitation, the
declaration made vnder Anicle 8(1) shall be cancelled ex officio.

(e) Where the priorities of several earlier applications are claimed, the
provisions of paragraphs (a) to (d) shall apply to each of them.

PCT Rule 32°'*

Withdrawal of the Priority Claim
Rule 32°%.1 Withdrawals .

(a) The applicant may withdraw the priority claim made in the intema-
tional application under Article (1) at any time before the intemational publi-
cation of the intemational application.

(b) Where the international application contains more than one priority
claim, the applicant may exercise the right provided for in paragraph (a) in
respect of one or more or all of them.

(c) Where the withdrawal of the priority claim, or in the case of more than
one such claim, the withdrawal of any of them, causes a change in the priority
date of the intemational application, any time limit which is computed from the
original priority date and which has not aiready expired shall be computed from
the priority date resulting from that change. In the case of the tirne limit of 18
months referred to in Article 21(2)(a), the Intemational Bureau may neverthe-
less proceed with the international publication on the basis of the said time limit
as computed from the original priority date if the notice effecting withdrawal
reaches the International Bureau during the period of 15 days preceding the
expiration of that time limit.

(d; Forany withdrawal under paragraph (a), the provisions of Rule 32.1(c)
shall apply miutatis mwtandis.

PCT Administrative Instructions Section 302
Priority Claim Considered Not To Have Been Made

Where, owing to failure to meet the requirements of Rule 4.10(b), the
priority claim is, for the purposes of procedure under the Treaty, considered not
10 have been made, the receiving Office shall indicate that fact in the intema-
tional application by enclosing the box in the request Form which provides for
the information concerning the priority claim (or, where the priorities of several
earlier applications are claimed and not sil those priority claims are considered
not to have been made, the relevant part of the said box) within square brackets
and entering, in the margin, the words “*“NOT TO BE CONSIDERED FOR PCT
PROCEDURE” or their equivalent in the language of publication of the inter-
national application, ard shall notify the applicant accordingly. If copies of the
intemational application have already been sent to the International Bureau and
the International Searching Authority, the receiving Office shall also notify that
Bureau and that Authority.

PCT Administrative Instructions Section 314
Maunner of Indicating and Notificatien of Correction of the
Priority Date or Cancellation of the Priority Claim

(a) Where, in reply to an invitation issued by the teceiving Office under
Rule 4.10(d), the applicant corrects the erroneously indicated filing date of any
earlier application, the receiving Office shall enter the corrected date in the
request, draw a line thrc :5h the previously entered date while still leaving it
legible and enter, in: the raargin, the letters “RO."

(b) Where, under Rule 4.10(d), the receiving Office cancels the declara-
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tionmade under Article 8(1), that Office shall enclose the box in the request Form
which provides for the information conceming the priority claim (or, where the
priodities of several eartlier applications are claimed and not all those priority
claims are cancelled, t.he relevant part of the said box) within square brackets and
editer, in the margin, the words"CANCELLED ON REQUEST OF APPLI-
CANT" or “CANCELLED EX OFFICIO BY RO,” as the case may be, or their
equivalent in the lsnguage of publication of ths intematicns] applicstion.
(c) The spplicant and, if copies of the intemational epplication have already
been sent to the Intemational Bureau and the Intemational Searchmg Authority,
that Bureaun and that Authority shall be notified by the receiving Office of any
correction or cancellation effected under Rule 4. 10(d) by the receiving Office.

PCT Administrative Instructions Section 402
Manner of Indlcating and Notification of Correction of the
Prierity Date ¢» Canceliation of the Priority Clalm

(2} Where, in reply to an inviaiion issued by the International Buresu under
Rule 4.10(d ), the applicant corrects the erroneously indicated filing date of any
earlier application, the Intenai ional Bureau shall enter the corrected dste in the
rejuest, draw a line through the previously entered date while still leaving it
lzgitic and enter, in the margin, the words “INTERNATIONAL BUREAU™.

(b) Where, under Rule 4.10(d), the International Bureau cancels the
declaration made under Anticle 8(1), that Bureau shall enclose the box in the
request form which provides for the information conceming the priority claim
(or, where the priorities of several earlier applications are claimed and not all
those priority claims are cancelled, the relevant part of the said box) within
square brackets and enter, in the margin, the words “CANCELLED ON RE-
QUEST OF APPLICANT" or “CANCELLED EX OFFICIO BY THE INTER-
NATIONAL BUREAU," as the case may be, or their equivalent in the language
of publication of the international application.

{c) The applicant, the receiving Office and the International Searching
Authority shall be notified by the Intemational Bureau of any correction or
cancellation effected under Rule 4. 10{(d) by the Intemational Bureau.

(d) Any designaied Office which has been notified vnder Rule 24.2(a) of
the receipt of the record copy shall be notified by the International Bureau of any
correction or cancellation effected under Rule 4.10{d) by the receiving Office or
the Intemnationsi Bureau.

PCT Administrative Instructions Section 408
Priority Application Number

(s) If the application number of the earlier application referred to in Rule
4.10(c) (priority application number) is funished within the prescribed time
limnit, the Intemational Bureau shall enter the said number in the space provided
therefor in the request Form, unless already done by the receiving Office under
Section 319.

(b) If the priority application number is furnished after the expiration of the
prescribed time limit, the Intemational Bureau shall inform the applicant and the
designated Offices of the date on which the said number was fumished . It shall
indicate the said date in the intemational publication by including on the front
page of the pamphlet next to the priority application number the words “FUR-
NISHEDLATEON... (date),” and the equivalent of such words in the language
in which th= intemational application is published if that language is other than
English.

(c) If the priority application number has not been fumished at the time of
the completion of the technical preparations for interational publication, the
International Bureau shall indicate that fact by including on the froni page of the
pamphilet in the space provided for the priority application number the words
“NOT FURNISHED" and the equivalent of such words in the language in which
the intemational application is published if that language is other than English.

PCT Administrative Instructions Section 409
Notification of Priority Claim Ceonsidered Not To Have Been
Made

Where the Intemational Bureau notes that the receiving Office has failed
1o notify the applicant as provided in Section 302, it shall send a notification to
the same effect to the applicant, the receiving Office and the Intemational

Searching Authority.

35 U.8.C. 365 Right of priority; benefit of the filing date of a
prior spplication.
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(8) In acooedance with the conditions snd requirements of section 119 of
thi title, a national application shall be entitled 1o the right of priosity based on
a prior filed international epplication which desmmed at: lcnt ont eoumy
other than the United States. .+ .

(b)hacwrdanoewxmmecondmwmquumemoﬂheﬁrnpm
graph of section 119 of this title and the tresty and the Regulstions, an
internationgl epplication designating the United States shall be entitled to the
right of priority based on a prior foreign application, or & prior intemational
application designating at least one country other than the Ynited States.

(c) In accordance with the conditions and requirements of section 120 of
this title, an intermational application designating the United States shall be
entitled to the benefit of the filing date of a prior national application ora prior
international application designating the United States, end & national applice-
tion shall be entitled to the benefit of the filing date of & prior intemational
application designating the United States. If any claim for the benefit of an
earlier filing dats is hased on a prior internationsl application which designated
but did not originate in the United States, the Commissioner may require the
filing in the Patent and Trademark Office of 2 certified copy of such epplication
logether with a translation thereof into the English language, if it was filed in
another language. :

Anapplicant who claims the priority of one or more earlier
national or international apphcauons for the same invention
must indicate, in the Request at the time of filing the interna-
tional application, the country in or for which the application
was filed, the date on which it was filed, and its application
number. (PCT Article 8 and PCT Rule 4.10) When the earlier
application is a regional or an international application, the
applicant must also indicate the national Office or intergovern-
mental organization with which it was filed. If the number
cannot be indicated in the Request at the time of filing of the
internationai application, it must be furnished to the Interna-
tional Bureau at the latest by the expiration of sixteen months
from the priority date,

The applicant may withdraw any priority claimmade in the
international application until the mtcmauonal publication of
the internationa! application (PCT Rule 32°%), If the signed
notice containing the withdrawal of any priority claim causesa
change in the priority date of the international application (for
the definition of “priority date,” see PCT Article 2(xi)), any
time limit which is computed from the original priority date and
which has not yet expired — for example, the time limit before
which processing in the national phase cannot start — is com-
puted from the priority date resulting from the said change.
Further details are provided in PCT Rule 32%¢

The date of the filing of the priority apphcauon should be
given by indicating the number of the day by two digits, the
name of the month spelled out int full and the number of the year
in four digits, for example, 05 October 1978 (PCT Administra-
tive Instructions, Section 110). The name of the country of
filing should be either the official name or accepted short title
listed in Annex A of the PCT Administrative Instructions. 35
U.S.C. 365 provides for recognition of priority claims in
international applications,

Applicantisrequired tofile acertified copy of each priority
application. For particulars, see >MPEP<§ 1828.

1820.07 Parent Application or Grant
PCT Rule 4.13 Ideniification of Parent Application or Parent

Grant

If the applicant wishes his international application to be treated, in any
designated State, as an application for & patent or cenificate of addition,
inventor's certificate of addition, or utility centificate of addition, he shall
identify the parent application or the parent patent, parent inventor’s cenificate,
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or parest wility centificste to which the patent or cestificate of addition,
inventor's centificate of sddition, or wility cenificate of addition, if granted,
relates, For the puuposes of this peregraph, Anticle 2(ii) shali not apply.
PCT Rule 4 .14 Continuation or Conlinuation-in-Part

- If the spplicant wishes his intemational epplication to be weated, in any
designated State, as an spplication for a continustion or & continuation-in-part
of un earlier spplication, be shell so indicste in the request and shall identify the
parent spplication invelvaed.

BoxNe. V and the Supplemental Box should be used where
the applicant has an earlier application in a country designated
in the international application and where special title or treat-
ment of the international application is desired. For example, if
the applicant has a pending United States application, the
internaticnal application could contain additional subject mat-
ter and be treated as a continuation-in-part in the United States,
if the United States is designated in the international application
(PCTRule 1.14). In this example, the entries to be placed in Box
No. V would be as follows: “United States of America; continu-
ation-in-part; and in the Supplemental Box, the entry “Continu-
ation of Box No. V, Parent application for U.S. designation:
United States of America, 20 May 1981, 222,222" should be
inserted.

1820.08 Earlier International or International-
Type Search

PCT Rule 4.11 Reference to Earlier Search

¥ en internationsl or international-type search has been requested on an
application under Anicle 15(5) or if the applicent wishes the International
Searching Authority o base the intemationsl search report wholly or in past on
the results of & search, other than an internstional or interaational-type search,
made by the nationsl Office or intergovernmental orgenization which is bz
Internationsl Sesrching Authority competent for the intemational application,
the request shall contsin a reference 1o thet fact. Such reference shall either
idemify the epplication (orits translation, as the case may be) in respect of which
the earlier search was made by indicating country, date and number, or the said
search by indicating, where appliceble, date and number of the request for such
search.

The United States Patent and Trademark Office performs
an intemnational-type search on all U.S. national applications
filed on and after June 1, 1978. No specific request by the
applicant is required and no numbes identifying the interna-
tional-type search is assigned by the Office. All earlier U.S.
applications referred to in Box No. VI and Box No. VII as well
as all U.S.applications referred to in separate transmittal letters
will be considered by the Office.

Box No. VII should be used to identify related international
applications and U.S. national applications.

1820.09 Different Applicants for Different
Designated States [R-§]

In any international application, different applicants may
beindicated for different designated states. This possibility is of
great practical importance since, for the purposes of the United
States of America, the applicant must be the inventor, whereas,
for the purposes of the other countries currently members of the
Treaty, no such requirement exists (PCT Article 9(3), PCT
Rules 4.6(c) and 18.4 and 35 U.S.C. 373). Where there are
several applicants, at least one of them must qualify to file an
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international application for each designated State (PCT
Rules18.3, 18. 4(a) and (b)).

If it is desired that different applicants be indicated for
different designated countries, for example, in an application
designating the United States, Sweden and Switzerland, for the
purposes of the United States, the inventor must be the appli-
cant. If the invention has been assigned, the assignee may wish
to be the applicant for Sweden and Switzerland. If in this
example, “A” is the assignee and “B” is the inventor, “A” and
“B” must both be indicated as applicants, A as“Applicant only”
in Box No. Il and B as “applicant and inventor” in Box No, III.
The sub-boxes at the bottom of Box No. II and Il of the Request
are used to identify different applicants for different designated
countries. In Box No. I, “B” would be indicated as the
applicant for the United Staies of Americaand in Box No. II"A”
would be indicated as the applicant for Swedes and Switzerland
by checking the box Iabeled “all designated States except the
United States of America”. It should be noted that both “A” and
“B” must also sign the Request form ora power of attoreyif the
Request is signed by an attorney or agent.

1820.10 Different Inventors for Different
Designated States

Where, because of the provisions of the national law in the
different designated States, it is necessary to indicate different
inventors for different designated States, such information
should be placed in the Supplemental Box as continuing infor-
mation from Box II, I, o: I and I11 as the case may be and be
labeled “Different Inventors for Different Designated States,”
(PCT Rule, 4.6(c)). Names of inventors should be indicated
family name first. The States should be named by official titles
or accepted short tities as listed in Annex A to the PCT Admini-
stration Instructions.

1820.11 Signature of Applicant [R-5]

PCT Rule 4.15 Signature
The request shall be signed by the applicant.

The request form of an international application must be
signed. The supplemental box may be used if Box No. VIII has
insufficient room for all signatures.

Each applicant must sign either the Request form or a
power of attorney appointing the agent named in Box IV of the
Request. If the latter, the attorney must sign the Reguest on
behalf of the applicant or applicants signing the separate power
of attorney. Each signature appearing in Box VIII should appear
over the typed name and title of the person signing.

For provisions conceming representation and for particu-
lars regarding powers of attorney see > MPEP<§1808.

1820.12 Check List [R-2]

PCT Adminlstrative Instructions Section 313
Documents Filed with the International Application; Manner of
Marking the Necessary Annotations in the Check List

(a) Any power of attomney and any priority document filed with the
international application referred to in Rule 3.3(a)(ii) shall accompany the
record copy; any other document referred to in that Rule shall be sent only st the
specific request of the Intemational Bureau. If any document referred to in Rule
3.3(a)(ii) which is indicated in the check list as accompanying the intemational
application is not, in fact, filed at the latest by the time the record copy leaves
the receiving Office, that Office shall so note on the check list and the said
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trufleation shall be considered as if it had not been made.

(b) Where, under Rule 3.3(b), the receiving Office itself fills in the check
ling, that Office shall enter, in the margin, the words “FILLED INBY RG." or
their equivalent in the llnguage of publication of the intemational spplication.
Where or.ly some of the indications are filled in by the receiving Office, the said
wonds and each mdlcmon filled in by that Office shall be ldcmﬁed by an

asterishk,

When calculating the list of pages, the Notes to the Request
and the fee calculation sheet, form PCT/RO/101 Annex, are not
counted. Any supplemental sheet used for continuing material,
however, is counted.

Items which accompany the international application
should be identified in this poriion. If transmittal form PTO-
1382 is used, it should be referred 10 as “transmittal letter™ under
item 7 in Box No. IX.

The figure of drawing which applicant considers o best
illustrate the invention should be identified in Box No. IX for
publication in the >PCT< Gazeite and on the front page of the
pamphlet. The figure selection will be reviewed by the Interna-
tional Searching Authority. When the international application
contains only one figure which the applicant wishes 10 have
published, the word “sole” should be typed in the space.

The lower box following Box No. IX is to be filled in by the
Receiving Office only to indicate whether drawings are missing
upon filing, (PCT Administrative Instructions, Section 310¢a).)

ASSIGNMENT DOCUMENT

An assignment document, or a copy thereof, may be filed
with the Intemational application. The Check List of the Request
form, Box No. IX, item 7, should be marked to indicate that an
assignment document has accompanied the International appli-
cation on filing. (PCT Rule 3.3(a)(ii)) The assignment docrment
will be transmitted with the Record Copy of theapplication to the
International Bureau.

it should be noted that U.S. Patent and Trademark Office
records assignments only for International applications in which
the United States isnamed asa designated State. (37CFR 1.331).

The assignment instrument for an Internationa application
mustinclude the indication that the application to which it relates
is an international application designating the United States. The
assignment instrument and the prescribed fee for recording (37
CFR 1.21) may be filed together with the International applica-
tion. The Receiving Office will route the instrument and fee to
the appropriate organizations for recording.

1823 The Description [R-2]
PCT Article §
The Description
The description shall disclose the invention in 2 manner sufficiently clear
and complete for the invention to be carried out by a person skilled in the arn.

PCT Rule 8
The Description
5.1 Manner of the Description

(8) The description shall first state the title of the invention as appearing in
the request and ghall:

(i) specify the technical field to which the invention relates;

(ii) indicate the background ast which, a5 far &5 known to the applicant, can
be regerded as useful for the understanding, searching and examination of the
invention, and preferably, cite the documents reflecting such an;

(iit) disclose the invention, as claimed, in such terms that the technical
problem (even if notexpressly stated es such) and its solution can be understood,
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and state the advantageous effects, if any, of the invention with reference fo the
background ary;

(iv) briefly describe the figures in the drawings, if any;

(v) set forth at least the best mode contemplated by the applicant for
carrying out the invention claimed; this shall be dove in terms of examples,
where appropriate, and with reference to the drawings, if any; where the
national Jaw of the designated State does not require the description of the best
mode but is satisfied with the description of any mode (whether it is the best
contemplated ornat), failure todescribe the best mode contemplated shell have
no effect in that State;

(vi) indicate explicitly, when it is not obvicus from the description or
nature of the invention, the way in which the invention is capable of exploitation
in industry and the way in which it can be mede and used, or, if it can only be
used, the way in which it can be used; the term “indusiry" is to be understood
in its broadest sense as in t22 Paris Convention for the Protection of Industrial
Propenty.

(b) The manner and order specified in paragraph (a) shall be followed
except when, because of the nawre of the invention, a different manner or a
different order would result in better understanding and a more economic

presentation.
(c) Subject wo the provisions of paragraph (b}, each of the pans referred

10 in paragraph (a) shall preferably be preceded by an appropriate heading
as suggested in the Administrative Instructions.

37 CFR 1.435 The sescription.

{a) Reguirements «.. tothe content and form of the description are set forth
in PCT Rules 5,9, 10 and 11 and Administrative Instroction 204, and shzll be
adhered to.

(b) In intemasional applications designating the United States the de-
scription must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the claimed invention.

PCT Administrative Instructions Sectlon 204
Headings of the Parts of the Description
The headings referred to Rule 5.1(c) should be as follows:
(i) for matter referred to in Rule 5.1(a)(i), “Technical Field™;
(ii) for matter referred 10 in Rule 5.1(a)(ii), “Background An";
(iii) for matter refer red to in Rule 5.1(a)(iii), “Disclosure of Invention";
(iv) for matter referred to in Rule 5.1(a)(iv), “Brief Description of

Drawings';
(v) for matter referred to in Rule 5.1(a)(v), “Best Mode for Carrying Qut
the Invention”, or, where appropriate, “Mode(s) for Camying Out the Inven-

tion"":
(vi) for matter referred to in Rule 5.1(a)(vi), “Indusirial Applicability.”

The description must “disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art” (PCT Article 5). PCT Rule 5
contains detailed requirements as to the “manner and order” of
the description, which, generally, should consist of six parts
under the following headings: “Technical Field,” “Background
Art,” “Disclosure of Invention,” “Brief Description of Draw-
ings,” “Best Mode of Carrying Out the Invention,” Industrial
Applicability” (PCT Administrative Instruction Section 204.)
The description must begin with the title of the invention as
stated in Box No.Iof theRequest. (PCT Rule 5.) Every fifth line
of typing may be numbered along the left hand side to the right
of the margin. (PCT Rule 11.8). Both the line numbers and the
text should be between the left and right margins. The page
numbers must be placed at the top of the page but not in the top
margin. (PCT Rule 11.6 (e).) If the United States of America is
designated, the best mode contemplated by the inventor for
carrying out the invention must be included in the description
(37 CFR 1435).
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£823.01 Reference to Deposiied
Microorganism [R-2]
PCT Rule 13%"
Microbiological lnventions
13"- 1 Definition

" Forthe puspases of this Rule, “referenceto a dcpomed microorganism”
means pamcuhu given in &n international tpphc:mm with respect to the
depout of 2 microorganism with a depositary institution or to the microorgan-
ism 80 deposited.

13%%2 References (General)

Any reference to a deposited microorganism shall be made in accordance
withthis Rule and, if so made, shall be considered as satisfying the requirements
of the national law of each designated State .

13%83 References: Contents; Failure to Include Reference or Indication
(2) A reference to a deposited microorganism shell indicate,
(i) the name and address of the depositary institution with which the
deposit was made;
(ii} the date of deposit of the microorganism with that institution;
(iii) the sccession number given to the deposit by that institation; and
(v} any additional matier of which the Intemational Bureau has been
notified pursuant to Rule 13%2.7(a)(1), provided that the requirement to indicate

that matter was published in the Gazette in accordance with Rule 13¥8.7(c) a1

least two moaths before the filing of the intemational application.

(b) Failure to include a reference to & deposited microorganism or failure
to include, in & reference to a deposited microorganism, an indication in
gccordance with paragraph (2), shall have no consequence in any designated
Siste whose nationsl law does not require such seference or such indication in
a nationsl epplication.

1384 References: Time of Furnishing Indications

If any of the indications referred to in Rule 13 bi# 3(a) is not included in
2 referenceto s deposited microorganism in the intemational application as filed
but is fumished by the applicant to the Intemational Bureau within 16 months
afier the priority date, the indication shall be considered by any designated
Office 1o have been fumished in time unless its national law requires the
indication to be fumished at an earlier time in the case of a national application
and the Intemational Bureau has been notified of such requirement pursuant to
Rule 135 7(a)ii ), provided that the International Buresu has published such
requirement in the Gazette in accordance with Rule 13%2.7(c) at least two

months before the filing of the intemational application. Ia the event that the
applicantmakes a request for early publication under Anicle 21(2)(b), however,
any designated Office may consider any indication not furmnished by the time
such request is made as not having been furnished in time, Irrespective of
whether the applicable time limit under the proceeding sentences has been
observed, the Intemational Bureau shall notify ihe applicant and the designated
Offices of the date on which it has received any indication not included in the
intemational appiication as filed. The International Bureau shall indicate that
date in the intemational publication of the intemational application if the
indication has been fumished to it before the completion of technical prepara-
tions for intemational publication.

13%8.5 References andIndications for the Purposes of One or More Designated
Stetes; Different Deposits for Different Designated States; Deposits with De-
positary Inssitutions Other Than Those Notified

(a) A reference to a deposited microorganism shall be considered to be
made for the purposes of all designated States; unless it is expressly made for
the purposes of certain of the designated States only; the same applies to the
indicsations included in the sreference.

(b) References to different deposits of the microorganism may be made
for diffesent designated States.

(c) Any designated Office shall be eatiled 1o disregard a deposit made
with & depositary institution other than one notified by it under Rule 13bis. 7(b).
13%2.6 Furnishing of Samples

(a) Where the intemational application contains a reference 10 a deposited
microorganism, the applicant shall, upon the request of the International Search-
ing Authority or the Intemational Preliminary Examining Authority, authorize
and assure the furnishing of a sample of that microorganism by the depositary
institution to the said Authority, provided thatthe said Authority has notified the
Intemational Bureau that it may require the fumishing of samples and that such

samples will be used solely for the purposes of intemational search or imemal-8
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tional pwhmmny examination, g5 the case > may be, and such notification has
been published in the Gezete.

(b) Pursuant o Articles 23 and 40, noﬁmushmgofm?ksofme
deposited microorganism to which a reference is mede in a5 intemationsl
spplication shall, except with the aulhonmuon of the applicant, ke place
before the expiration of the applicsble time limits after which national process-
ing may startunderthe said Articles. However, where the applicant performs the
acts referred to in Anicles 22 or 39 after intemational publication but before the
expiration of the said time limits, the fomishing of samples of the depasited
microorganism may teke place, once the seid ‘acts have been performed.
Notwithstanding the previous provision, the fumishing of semples from the
deposited microorganism may tzke place under the national law spplicable for
any designated Office as soon as, under that law, the intemationa! publication
has the effects of the compulsory national publication of an unexamined
national application.
13°27 National Requirements: Notification and Publication

(2) Any national Office may notify the Intemnational Buresu of any
requirement of the national law,

(i)that any matter specified inthe notification, in addition to those referred
to in Rule 13%%.3(s) (i), (ii) and (iii), is required to be included in reference to
a3 deposited micrcorganism i a national applicatiors

(ii) that ane or more of ihe indications veferred to in Rale 132,3(2) are
required to be included in a national spplication as filed or are required to be
fumished at a time specified in the natification which is earlier then 16 months
after the priority date.

(b) Each national Office shall notify the Intemnational Buresu of the
depositary institutions with which the national law pemnits deposits of micro-
organisms 10 be made for the purposes of patent procedure before that Office or,
if the national law does not provide for or pramit such deposits, of thas fect.

(c) The International Bureau shall proniptly publish in the Gazette re-
quirements notified to itunder paragraph (8} and irfonnation notified to it under

paragraph (h).

PCT Administrative Instructions Sectlon 2092

Indications s to Deposited Mlicroorganlsms on & Separate Sheet

(a) To the extent that any indication with respect to & deposited microor-
ganism is not contained in the description, it may be given on a separste sheet.
Where any suchindication is so given, it shall preferably be on the form provided
in Annex F as form PCT/RO/134 and, if furnished at the time of filing, the said
form shall, subject to paregraph (b), preferably be atiached to the request and
referred to in the Check List referred to in Rule 3.3(a)(ii).

(b) For the purposes of the Japanese Patent Office, when Japen is desig-
nated, paragraph (a) applies only 1o the extent that the said form or sheet is
included as one of the sheets of the description of the intemational application

at the time of filing.

1824 The Claims [R-2]

PCT Article 6
The Clalms
The claim or claims shall define the matter for which protection is sought.
Claims shall be clear and concise. They shall be fully supported by the
description.

PCT Rule 6
The claims
6.1 Number and Numbering of Claims
(a) The number of the claims shall be resasonable in consideration of the
nature of the invention claimed.
(b) If there are several claims, they shall be numbered consecunively in
arabic numerals.
(c) The method of numkbering in the case of the amendment of claims shall
be govemed by the Administrative Instructions.
6.2 References 1o Other Paris of the International Application
(a) Claims shall not, except where absolutely necessary, rely, in respect
of the technical features of the invention, on references to the description or
drawings. In particular, they shall not rely on such references as: “as described
inpan. .. of the description,” or “as {llustrated in figure . . . of the drawings.”
(b) Where the intemational application contains drawings, the technical
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features mentioned in the claims shall preferably be fcllowed by the reference
signe relating to such features. When used, the reference signs shall preferably
be placed betwezn parentheses. If inclusion of reference signs does not partico-
lerly facilitate quickerunderstanding of a clatm, it should not bemade. Reference
signs may be removed by 2 dengmted Offfice for the purposes of publication by
such Office.

6.3 Manrer of Claiming '

(8) The definition of the matter forwb:d: protection is sought shall be in
terms of the technical festures of the invemion.

(*) Whenever appropriate, claims shall contain:

(i) & statement indicating those technical features of the invention which
sre necessary for the definition of the claimed subject matter but which, in
combination, are part of the prior art.

(ii) a characterizing ponicn - preceded by the words “characterized in that,”
“characterized by,” “wherein the improvement comprises,” or any other words
1o the same effect -stating concisely the iechnical featuses which, in combination
with the features stated under (i), it is desired to protect.

(c) Where the national law of the designated State does not require the
manner of claiming provided by paragraph (b), failure to use that manner of
claiming shall have no effect in that State provided the manner of claiming
actually used satisfies the national law of that State.

6.4 Dependent Claims

(2) Any claim which includes all the festures of one or more other claims
(claim in dependent form, hereinafier referred to as “dependent claim’™) shall
do so by a reference, if possible at the beginning, to the other claim or claims and
shall then state the additional festure claimed. Any dependent clam which refers
to more than one other claim (“multiple dependent claim™) shall refer to such
claims in the aliernative only. Multiple dependent claims shall not serve &s abasis
for any other multiple dependent claim. Where the national law of the national
Office acting as Intemational Sesrching Aunthority does not allow multiple de-
pendent claims to be drfied in & manner different from tha: provided for in the
preceding two sentences, failure to use that manner of claiming may result in an
indication under Article 17(2)(b) in the international search report. Failure touse
the said manner of claiming shall have no effect in a designated State if the
manner of claiming actually used satisfies the national law of that State.

(b} Any dependent claim shall be construed as including all the limitations
contained in the claim to which it refers or, if the dependent claim is a multiple
dependent claim, all the limitations contzined in the particular clsim in relation
to which it is considered.

(c) All dependent claims referring back to a single previous claim, and all
dependent claims referring back to several claims shall be grouped together to
the extent and in the most practical way possible.

6.5 Utility Models

Any designated State in which the grant of a utility model is sought on the
basis of an international application may, instead of Rules 6.1 10 6.4, apply in
respect of the sriaiters regulated in those Rules the provisions of its national law
conceming utility models once the precessing of the intemational application
has started in that State, provided that the applicant shall be allowed at least two
months from the expiration of the time limit applicable under Anicle 22 to adapt
his application to the requirements of the said provisions of the national law.

>PCT Administrative Instructions Section 205
Numbering and Identification of Claims Upon
Amendment

(a) Amendments to the claims under Anicle 19 or Aniicle 34(2)(b) may be
made either by cancelling one or more entire claims, by adding one ormore new
claims orby amending the text of one ormore of the claimsasfiled. All the claims
appearing on a replacement sheet shall be numbered in arabic numerals. Where
a claim is cancelled, no renumbering of the other claims shal] be required. In all
cases where claims are renumbered, they shall be renumbered consecutively.

(b) The applicant shall, in the letter referred to in the second and third
sentences of Rule 46.5(a) or of Rule 66.8(s), indicate the differences between the
claims as filed and the claims as amended. He shall, in particular, indicate in the
said letter, in connection with each claim appearing in the intemational applica-
tion (it being understood that identical indications conceming several claims
may be grouped), whether:

(i) the claim is unchanged;

(ti) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaczs one or more claims as filed;

(v) the claim is the result of the division of a claim as filed.<**
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37 CFR 1.436 The claims.

The requirements as to the content and format of claims are set forth in
PCT An. 6and PCT Rules 6,9, 10and 11 and shall be edhered to. The number
of the claims shsll be reasonable, considering the nature of lhe invention

claimed.

The claim or claims must “define the matter for which
protection is sought. Claims shall be clear and concise. They
shall be fully supported by the description” (PCT Article 6).
PCT Rule 6 contains detailed requirements as to the number and
numbering of claims, the extent to which any claim may refer
to other parts of the international application, the manner of
claiming and dependent claims. As to the manner of claiming,
generally and wherever appropriate, the ciaims must consisi of
two distinct parts, the statement of the prior art and the state-
ment of the features for which protection is sought (“the char-
acterizing portion™).

Multiple dependent claims are permitted in internaiional
applications if they are in the altemative only and do not serve
as a basis for any other multiple dependent claim (PCT
Rule6.4(a),35U.5.C. 112). Theclaims, being an element of the
application, should start on a new page (PCT Rule 11.4). Page
numbers and line numbers must not be placed in the margins
(PCT Rule 11.6(e)).

The number of claims shall be reasonable, considering the
nature of the inventon claimed (37 CFR 1.436).

1825 The Drawings [R-2]
PCT Article 7
The Drawings
(1) Subject to the provisions of paragraph (2)(ii), drawings shall be
required when they are necessary for the understanding of the invention.
(2) Where, without being necessary for the understanding of the inven-
tion, the nature of the invention admits of iilustration by drawings:
(i) the applicant may include such drawings in the intemational applica-
tion when filed.
(ii) any designated Office may require that the applicant file such
drawings with it within the prescribed time limit.

PCT Rule 7
The Drawings

7.1 Flow Sheets and Diagrams

Flow sheets and diagrams are considered drawings.
7.2 Time Limit

The time limit referred to in Article 7(2)(ii) shall be reasonable undes the
circumstances of the case and shall, in no case, be shorier than two months from
the date of the written invitation requiring the filing of drawings or additional
drawings under the said provision.

PCT Administrative Enstructions Section 310
Procedure in the Case of Missing Drawings

(a) Where the intemational application refers to drawings which in fact
are not included in that application, the receiving Office shall make the
indication referred to in Rule 26.6(a) by an appropriate marking of the request
Form.

(b) Section 309(a) shall apply slso in the cese of drawings received by the
receiving Office on a date laierthan the date on which sheets were first received
by that Office.

(c) The receiving Office shall, in the case of missing drawings received
within the time limit referred to in Rule 20.2(a)(iii):

(i) effect the required comrection of the international filing date, or,
where no international filing date has yet been accorded, of the date of receipt
of the purporied intemnational application, and delete the indication made under
paragraph (2) above;
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(ii) nonify the applicas of the correction effected under item (i) , above;

(iii) where transmitials under Aricle 12(1) have slready been made,
notify theIntemational Bureao and the International Sesrching Authority of any
correction effected underitem (i), above, by transmitting & copy of the correcied
first page of the requcst. and fosward copies of the later submited drawmgl 0
the said Bureau and the said Authority;

(iv) where transmittals under Anticle 12(1) have not yetbeen mnde. attach
a copy of the later submitted drawings to the record copy and the search copy.

{d) The recsiving Office ¢hall, in the case of missing drawings received
efier the expiration of the time limit referred 1o in Rule 20.2(a)(iii) :

(i) notify the applicans of the fact and of the date of receipt of the later
submitted drawings;

(ii) where wransminals under Article 12(1) have alrezdy been made,
forward a copy of the later submined drawings to the International Bureau with
the indication that such drawings and any reference to such drawings are not to
be taken into consideration for the purposes of intemational processing:

(iii) where transmittals under Anicle 12(1 ) have not yet been made, attach
a copy of the later submitted drawings to the record copy with the indication that
such drawings and any reference to such drawings are not 1o be taken into
consideration for the purposzes of intemationsl processing.

37 CFR 1.437 The drawings.

(8 ) Subject to paragraph (b) of this section, when drawings are necessary
for the understanding of the invention, or are mentioned in the description, they
must be part of 4n internasional application as originally filed in the United
Suates Receiving Office in order to maintein the intemational filing date during
the nationdl stage (PCT A 7).

(b) Drawings missing from the application upon filing will be accepted if
such drawings are received within 30 days of the date of first receipt of the
incomplete papers. If the missing drawings are received within the 30-day
period, the international filing date shall be the datz on which such drawings are
received. If such drawings are not timely received, all references 1o drawings in
the international zpplication shall be considered non-existent (PCT An. 14(2),

Administrative Instruction 310).
((c) The physical requirements for drawings are set forth in PCT Rule 11

and shall be adhered to0.

Any international application must contain drawings
“when they are necessary for the understanding of the inven-
tion” (PCT Article 7(1), 37 CFR 1.437). However, even where,
without being necessary for the understanding of the invention,
the nature of the invention admits of illustration by drawings,
the applicant may include such drawings and any designated
Office may require the applicant to file such drawings during the
national (or regional) phase. Flow sheets and diagrams are
considered drawings (PCT Rule 7.1). The drawing sheets must
be numbered in a separate series either as 1/3,2/3,3/3 to
indicate one of three, two of three and three of three or 1, 2, 3.
The drawings in an international application must be on A4 size
sheets of paper which must be flexible, strong, white, smooth,
non-shiny and durable {PCT Rules 11.3 and 11.5). The space
used for illustration on each sheet must not exceed 26.2 cm. by
17.0cm. (PCT Rule 11.6(c)). One figure of the drawings should
be indicated in the Request Box No. IX for use on the front page
of the published application to accompany the abstract (PCT
Rules3.3(a)(iii) and 48.2(d)).

1826 The Abstract [R-2}
PCT Rule 8
The Abstract
8.1 Contents and Form of the Abstract
(a) The abgtract shall consist of the following:

(i) a summary of the disclosure as contained in the description, the
claims, and any drawings: the summary shall indicate the technical field 10
which the invention pertains and shall be drafted in 2 way which allows the clear
understanding of the technical problem, the gist of the solution of that problem
through the invention, and the principal use or uses of the invention;
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{ii) where applicable, the chemical formule which, among all the formu-
lse contained in the internations} aﬁ;huuon. best characterizes the invention.

- (b) The abstiact shall be as concise &z the disclosure permits (preferably
5010 150 words if it is English or when tranglated into English).

() The abmact shall not contain statements on the slleged merits or value
of the claimed invention or on its speculative application,

(d) Each mein technical featare mentioned in the abstract and dlustrated

by & drawing in the intemational spplication shall be followed by & reference
sign, placed between parentheses.

8.2 Figwre
(a) If the applicant fails to make the indication referred to in Rule

3.3(a)(iii), or if the Intemational Searching Autherity finds that & figure or
figures other than that figure or those figures suggested by the applicent weuld,
among all the figures of all the drawings, better characterize the invention,
it shall, subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by the Inter-
national Burean. In such case, the abstract shall be accompanied by the
figure or figures so indicated by the International Searching Authority.
Otherwise, the abstract shall, subject to paragraph (b), be accompanied
by the figure or figures suggested by the applicant.

(b) If the Intemational Searching Authority finds that none of the figures
of the drawings is useful for the understanding of the abstract, it shall notify the
Intemational Bureau accordingly. In such case, the abstract, when published by
the Intemational Bureau, shall notbe accompanied by any figure of the drawings
even where the applicant has made a suggestion under Rule 3.3 (a)(iii).

8.3 Guiding Principles in Drafting

The abstract shall be so drafied that it can efficiently serve as a scanning
tool for purposes of searching in the particular an, especially by assisting the
scientist, engineer or researcher in formulating an opinion on whether there is
a need for consulting the international application itself.

37 CFR 1.438 The abstract.
(a) Requirements as to the content and form: of the abstract are set forth in

PCT Rule §, and shall be adhered to.

(b) Lack of an abstract upon filing of an international application will not
affect the granting of 2 filing date. However, failure to fumish an abstract within
one month from the date of the notification by the Receiving Office will result
in the international application being declared withdrawn.

The abstract must begin on a new sheet following the
claims (PCT Administrative Instruction Section 207). It must
consist of a summary of the disclosure as contained in the de-
scription, the claims and any drawings (FCT Article 3(3)).
Where applicable, it must also contain the most characteristic
chemical formula. The abstract must be as concise as the disclo-
sure permits (preferably 50 to 150 words in English). It must be
so drafted that it can efficiently serve as a scanning tool for the
purposes of searching in the particular art. These and other
requirements concerning the abstract are spelled out in detail in
PCT Rule 8 (37 CFR 1.438).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more that 250. Should
contain —
1. Indication of field of invention.
2. Clear indication of the technical problem.
3. Gist of invention’s solution of the problem.
4. Principal use or uses of the invention.
5. Reference numbers of the main technical features.
6. Where applicable, chemical formula which best charac-
terizes the invention,
Should not contain —
1. Superfluous language.
2. Legal phraseology such as “said” and “means.”
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3, Statements of alleged merit or speculative application.
4. Prohibited items as defined in PCT Rule 9.

1827 Fees [R-5]
PCT Rule 14
The Transmittal Fee
14.1 The Transmittal Feé
(2) Any receiving Office may require that the applicant pay a fee to it, for
its owr, benefit, for receiving the international spplication, transmitting copies to
the Intemational Bureau and the competent International Searching Authority,
and performing all the other tasks which it must perform in connection with the
intemational spplication in its capacity of receiving Office (“transmitial fee™).
(b) The amount and the due date of the transmittal fee, it any, shall be fixed
by the receiving Office.

PCT Rule 15
The International Fee

15.1 Basic Fee and Designation Fee

Each intemational application shall be subject t the payment of a fee for
the benefitof the Intemnationzl Bureau (“international fez") tobe collected by the
receiving Office and consisting of,

(t) @ “basic fee,” and

(ii) as many * designation fees” as there are national patents and regional
patents sought by the applicant in the international application, except that,
where Article 44 applies in respect of 2 designation, only one designation fee
shall be due.
15.2 Amounts

{2) The amounts of the basic fee and of the designation fee areas set out in
the Schedule of Fees.

(b) The amounts of the basic fee and of the designation fee shall be
established, for esch receiving Office which, under Rule 15.3, prescribes the
payment of those fees in a currency or currencies other that Swiss cusrency, by
the Director General after consultation with that Office and in the currency or
currenicies prescribed by that Office (“prescribed currency™).The amounts in
each prescribed currency shall be the equivalent, in round figures, of the amounts
in Swiss currency set out in the Schedule of Fees. They shall be published in the
Gazene,

(c) Where the amounts of the fees set out in the Schedule of Fees are
changed, the corresponding amounts in the prescribed currencies shall be applied
from the same date as the amounts set ovt in the amended Schedule of Fees.

(d) Where the exchange rate between Swiss currency and any prescribed
currency becomes different from the exchange rate last epplied, the Director
Generel shall establish new amounts in the prescribed currency according to
directives given by the Assembly. The newly established amounts shall become
applicable two months after the date of their publication in the Gazette, provided
that the interested Office and the Director General may agree on a date falling
during the said two-month period in which case the said amounts shall become
applicable for that Office from that date.

15.3 Mode of Payment

The intemational fee shali be payable in the cumrency or currencies
prescribed by the receiving Office, it being understood that, when transferred by
the receiving Office to the International Bureau, the amount transferred shall be
freely convestible into Swiss currency.

15.4 Time of Payment

(2) the basic fee shall be paid within one month from the date of receipt of
the intemational application.

(b) The designation fee shall be paid:

(i) where the intemational application does not contain a priority claim
under Article 8, within one yearfrom the receipt of the intemational application,

(ii) where the intemational spplication contains a priority claim under
Anicle 8, within one yearfrom the priority date or within onie month from the date
of receipt of the intemational application if that month expires after the expira-
tion of one year from the priority date.

{c) Where the basic fee or designation fee is paid later than the date on
which the intemational application was received and where the amount of that
fee is in the currency in which it is,payable, higher on the date of payment (“the
higher amount™) than it was on the date on which the intemnational application
was received (“the lower amount™),

(i) the lower amount shall be due if the fee is paid within one month from
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the date of receipt of the international epplication,

(i1) the higher amount shall be due if the fee is paid later than one month
from the date of receipt of the intemnational application.

(d)If, on February 3, 1984, paragraphs (8) and (b) are not compatible with
the national law applied by the receiving Office and as long as they continueto
benot compatible with that law, the basic fee shall be paid on the date of receipt
of the international spplication and the designatiun fee shall be paid within one
year from the priority date.

15.5 (Deleted)
15.6 Refund
(a ) The intemational fee shall be refunded to the applicant if the deter-
mination under Article 11(1) is ncgative.
(b) In no other case shall the international fee be refunded.

PCT Rule 16
The Search Fee
16.1 Right to Ask for a Fee
(3) Each International Searching Authority may require that the
applicant pay a fee (“search fee") for its own benefit for carrying out the inter-
national search and for performing all other tasks entrusted to International
Searching Authorities by the Treaty and these Regulations.

(b) The search fee shall be collective by the receiving Office. The said fee
shall be payable in the currency or currencies prescribed by that Office (“the
receiving Office currency”), it being understood that, if any receiving Office
currency is not that, or one of those, in which the Internationai Jearching
Authority has fixed the said f2e { “the fixed currency or currencies™), it shall,
when transferred by the receiving Office 10 the International Searching Author-
ity, be freely convertible into the currency of the State in which the Intemational
Searching Authority has its headquarters (“the headquarters currency™). The
amount of the search fee in any receiving Office currency, other than the fixed
currency or currencies, shall be established by the Director General after
consulation with that Office. The amounts so established shall be the equiva-
lents, in round figures, of the amount established by the International Searching
Authority in the headquarters currency. They shall be published inthe Gazette,

{(c) Where the amount of the search fee in the headquarters currency is
changed, the corresponding arnounts in the receiving Office currencies, other
than the fixed currency or currencies, shall be applied from the same date as the
changed amount in the headquariers currency.

(d) Where the exchange rate between the headquarters currency and any
receiving Office currency, other then the fixed currency or currencies, becomes
different from the exchange rate last applied, the Director General shall
establish the new amount in the said receiving Office currency according to
directives given by the Assembly. The newly esteblished amount shall become
applicable two months after its publication in the Gazette, provided thet any
interested receiving Office and the Director General may agree on a date falling
during the said two-month period in which case the said amount shall become
applicable for that Office from that date.

(e) Where, in respect of the payment of the search fee in a receiving Office
currency, other than the fixed currency or currencies, the amount actually
received by the Intemational Searching Authority in the headquaners currency
is less than that fixed by it, the difference will be paid to the Intemational
Searching Authority by the Intemational Bureau, whereas, if the amount
actually received is more, the difference will belong to the International
Bureau.

(f) Astothe time of payment of the search fee, the provisions of Rule 15.4
relating to the basic fee shall apply.

16.2 Refund

The search fee shall be refunded to the applicant if the determination

under Article 11(1) is negative.
16. 3 Partial Refund

Where the intemational application claims the priority of an earlier
international application which has been the subject of an internationsl search
by the same International Searching Authority, that Authority shall refund the
search fee paid in connection with the later intemational application to the
extent and under the conditions provided for in the agreement under Anticle
16(3)(b), if the international search report on the later intemational application
could wholly or panly be based on the results of the international search
effected on the carlier international application.
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PCT Rule 27
' Lack of Payment of Fees
27.1 Fees (a) :

For the purposes of Anticle 14(3)(a), “fees prescribed under Anicle
3(4)(iv)” means: the trensmittal fee (Rule 14), the basic fee pan of the
intemnational fee (Rule 15.1(i)), and the search fee (Rule 16},

(b) For the purposes of Anticle 14(3)(a) and (b}, “the fee prescribed under
Anicle 4(2)" means the designation fee parnt of the intemational fee (Rule

15.1Gi)).

PCT Rule 96
The Schedule of Fees
96.1 Schedule of Fees Annexed to Regulations
The amounts of the fees referred to in Rules 15 and 57 shall be expressed
in Swiss currency . They shell be specified in the Schedule of Fees which is
annexed 10 these Regulations and forms an integral part thereof.

SCHEDULE OF FEES
(EFFECTIVE JANUARY 1, 1986}
1. Basic Fee

(Rule 15. 2(s))
if the intemnalional
application contains not mere

than 30 sheets 706 Swiss francs

if the intemational application contains -
more than 30 sheets 706 Swiss francs plus
14 Swiss francs for each
sheet in excess of 30

sheets

2. Designation Fee:

Rule 15.2 (a)) 171 Swiss francs per

designation for which the
fee is due, with a
maximum of 1,710 Swiss
francs, any such designa
tion in excess of 10 being
free of charge

3. Hondling Fee:

(Rule 57.2(a)) 216 Swiss francs

4. Supplement to the Handling Fee:

(Rule 57.2(b)) 216 Swiss Francs
SURCHARGES
5. Surcharge for late payment:
(Rule 16*.2(a)) Minimum 268 Swiss

francs
Maximurm: 674 Swiss

francs

Note that effective July 1, >1987<, the “prescribed cur-
rency” and amounts for filing in the United States Receiving
Office are in U.S. dollars as follows (PCT Rule 15.2(b)):

Basic Fee (application up io 30 sheets)............ >$485.00<

Fee for each sheet in excess of 30 sheets.......... > $10.00<

Designation Fee (per country orregion up to ten>5$120.00<

Designation Fee (for 11th and subsequent countries or
(=124 10)1 ) SOOI No Charge

Applicants should check the most recent issue of the
Official Gazette for any chianges in the amounts of the fees.

Fees Associated with International Applications. — There
are three kinds of fees which must be paid to the United States
Patent and Trademark Office in connection with the filing and
processing of international applications in the United States
Receiving Office:
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A transmittal fee — for the benefit of the Receiving Office
forreceiving, processing, and transmitting copies of the interna-
tional applications (PCT Rule 14);

A search fee — for the benefit of the International Search-
ing Authority for carrying out the international search and
preparing an intemational search report (PCT Rule 16); and

An international fee which includes a basic fee portion and
a designation fee portion for each State designated — for the
benefit of the International Bureau for performing the tasks
required of it under the PCT (PCT Rule 15).

When an international application is filed with the U.S.
Patent and Trademark Office as a Receiving Office, the trans-
mittal fee, the search fee, and the basic fee portion of the inter-
national fee are due upon filing of the application and may be
paid within one month thereafter (35 U.S.C. 36i{d)). The
designation fee portion of the international fee must be paid
within one year of the priority date >or within one month of
filing, whichever is later<.

The amounts of the transmittal fee (PCT Rule 14.1) and the
search fee (PCT Rule 16.1) set forth in 37 CFR 1.445 are
intended to cover the costs of performing the required functions
in the U.S. Patent and Trademark Office and are as follows:

TransSmittal f€ ...cuvveuvrenrctiecrrnruenressesesnsessavssssess $170.00

Search fee .....>8520.00<*, or >$350.00<* if a corre-
sponding U.S. national application has been filed.

The amount of the basic fee portion of the international fee
is >$485.00<* for an international application containing up to
thirty sheets, with an additional charge of $10.00 per sheet for
each sheet in excess of thirty (PCT Rule 15.2(b)). Although all
designated States must be named at the time the international
application is filed, the payment of the designation fee portion
of the international fee need not be paid on filing but must be
paid to the Receiving Office, at the latest, within one year of the
priority date. The designation fee portion of the international fee
is> $120.00<* for each State or group of designated States for
which the same regional patent is sought (PCTRule 15.2(b)). In
other words, only one * designation fee is due for all countries
for which European patent protection is desired. The maximum
amount due for designation fees is >$1,200.00<*, any designa-
tion in excess of 10 being free of charge.

" Fees may be paid by check (37 CFR 1.23) or be charged
against a Patent and Trademark Office Deposit Account (37
CFR 1.25).

REFUND OF FEES

There is no provision in the PCT concerning the possibility
of asking for a refund of the transmittal fee. The search fee and
the international fee (both the basic fee and the designation fees)
will be refunded where the Receiving Office refuses to “accord”
an “international filing date” (PCT Rules 15.6 and16.2). Such
refusal will occur, gererally speaking, where the international
application is defective in certain respects. Where a (later)
international application claims the priority of another (earlier)
U.S. national application which has been the subject of search
by the U.S. and the U.S. International Searching Authority will
carry out the search on the later application, a reduced search fee
of >$350.00<* is set in respect of the later application (37 CFR
1.445(a)(2)).
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FEE CALCULATION SHEET (FORM PCT/RO/ 101
= ANNEX

- This sheet is not- rounted as a part of zhe mtemaumal
apphcauon for purposes of determmmg 1he amount of lhe Basrc
International fee (PCT Rule 15:2(a)). o

- The instructions for- use of this form are prmted on the
reveise side of the form. When calculating fees, the latest issue
of the Official Gazette should be consulted to determine the
current level of the PCT fees.-

1827.01 Advance for Unpaid Fees [R-2]

PCT Rule 16
Advancing Fees by the Internationa! Bureau

16, 1 Guarantee by the International Bureau

(2) Where, by the time they are due under Rule 14.1(b), Rule 15.4 (2) and
Rule 16.1(f), the receiving Office finds that in respect of an intemnational
application no fees were paid to it by the applicant, of that the amount paid to it
by the applicant is less than what is necessary to cover the transmitial fee, the
basicfee andthe searchfee, the recciving Office shall charge the amount reguired
to cover those fees, or the missing part thereof, to the Intemational Burean and
shall consider the said amount as if it had been paid by the app}-cant at the dne
time.

(b} Where, by the time they are due under Rule 15.4(b), the receiving
Office finds that in respect of an internaticnal application the payment made by
the applicant is insufficient to cover the designation fees necessary to cover all
the designations, the receiving Office shall charge the amount required o cover
those fees 1o the Intemational Bureau and shall consider that amount as if it has
been paid by the application at the due time.

(c) The Intemational Bureau shall transfer from time to tinie to each
receiving Office an amount which is expected to be necessary for covering any
charges that the receiving Office has to make under paragraphs (2) and (b} The
amount and the time of such transfers shall be determined by each receiving
Office according 1o its own wish. The charging of any amountunder paragraphs
(a)and (b) shall not require any edvancenotice to, or any agreement by, the Inzer-
national Bureau.

16%.2 Obligations of the Applicant, Eic.
(2) The Intemnational Bureau shal! promptly notify the applicant of any

* amount by which it was charged under Rule 16%.1(a) and(b) and shall invize rum

to pay to it, within one month from the date of the notification, the s2id amoant
augmented by a surcharge of 50%, provided that the surcharge will not be less,
and will nct be more, than the amounts indicated in the Schedule of Fees. The
notification may refer to the charges made both under Rule 16%.1(a) and (b) or,
at the discretion of the International Bureau, there may be two separate notifica-
tions, one referring to charges made under Rule 16*.1(a), the other referring to
charges made under Rule 16*.1(b).

(b} If the applicant fails to pay, within the said time limit, 10 the Interna-
tional Bureau the amount claimed, or pays less than what is needed to cover the
transsnittal fee, the basic fee, the search fee, one designation fee and the
surcharge, the Intemational Bureau shall notify the receiving Office accordingly
and the receiving Office shall declare the intemational epplication wiihdravwn
under Article 14(3)(a) and the receiving Office and the International Bureau shall
proceed as provided in Rule 29.

(c) If the applicant pays, within the said time limit, to the Intemnational
Bureau an amount which is more than what is necded to cover the fees and
surcharges referred to in paragreph (b) but less than what is needed to cover all
the designations maintained, the Intemational Bureau shall notify the receiving
Office accordingly and the receiving Office shall apply the amount paid inexcess
of what is needed to cover the fees and surcharge referred to in paragraph (b) in
an order which shall be established as follows:

(i) where the applicant indicates to which designation or designations the
amount is tobe applied, it shall be applied accordingly but, if the amount received
is insufficient to cover the designations indicated, it shall be applicd to as many
designations as are covered by it in the order chosen by the applicant in indicating
the designations;

(i) to the extent that the applicant has not given the indications under item
(i), the amount or the balance thereof shall be applied to the designations in the
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order in which they appear in the intemational epplication;

(iii) where the designation of a State is for the purposges of a regional
patent and provided that the required designation fee is, under the preceding
provisions, available for that desigriation, the designation of any further States
for which the same regloml patcm is sought shallbe considered as covered by
that fee. "

- “'The receiving Office shall declare any deslgnauon not cove‘cd by the
amount paid withdrewn under Article 14(3)(b) and the receiving Office and the

International Bureau shall proceed as provided in Rule 29.

Rule 16" was added to provide greater security to the
applicant and his professional representative in the case of a
mistake (as to the prescribed amount) or delay (beyond the
prescribed time limit) in the payment of fees to the Receiving
Office (transmittai fee, search fee, basic fee and designation
fees). The system introduced by the Rule guarantees that any
such mistake or delay will not result in & loss of rights without
the International Bureaun of WIPO first having issued an invita-
tion to the applicant to pay any amounnt that was missing when
the time for payment expired. Payment pursuant to such an in-
vitation will be subject to a surcharge which in general will be
equal to S0% of the missing amount but which will have an
upper limit of 674 Swiss francs and a lower limit of 268 Swiss
francs. Any payment made in conformity with such an invita-
tion will be regarded as if it had been made within the prescribed
— but, in fact, missed —time limit.

The new systam operated in the following fashion.
Where the receiving Office finds the amount paid to be insuf-
ficient tocoverall feesdue, the Receiving Office will charge the
International Bureau with the amount due. The International
Bureau will then notify the applicant of the amount it has
advanced and will invite the applicant to pay the International
Bureau the amount advanced together with a 50% surcharge,
provided that the surcharge can not be less than 268 Swiss
francsor more than 674 Swiss francs (see the Schedule of Fees.)
If the applicant does not timely pay the required amount to the
International Bureau, the International Bureau will notify the
Receiving Office which will then declare the international
application or certain designations withdrawn,

If applicant decides not to pay certain designation fees,
itis requested that a leiter be sent to the Receiving Office spe-
cifically withdrawing such designations. If no such withdrawal
letterisreceived and some designations remain unpaid one year
after the priority date, the procedure under PCT Rule 16% will
be used.

1828 Priority Document {R-5]
PCT Rule 17
The Priority Docuament
17.1 Obligation to Submit Copy of Earlier Nationa! Application

(a) Where the priority of an earlier national application is claimed under
Article 8 in the intemational application, a copy of the said national application,
certified by the authority with which it was filed (“the priority document™),
shall, unless already filed with the receiving Office, together with the intema-
tional application, be submited by the applicant to the International Bureau or
10 the receiving Office not later than 16 months after the priority date or, in the
case referred to in Article 23(2), not later than at the time the processing or
examination is requested.

(b) Where the priority document is issued by the receiving Office, the
applicant may, instead of submitting the priority document, request the receiv-
ing Office to transmit the priority document to the International Bureau. Such
request shall be made not later that the expiration of the applicable time limit
referred to under paragraph (a) and may be subjected by the receiving Office
1o the payment of & fec.
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{c) If the wequirements of neitlier of the two preceding peragraphs are
complied with, any designated State may disregerd the priority claim,
17.2 Availability of Copies :

(2) The International Bureau shall, stthe specific request of tho designated
Office, prompily but not begore the expiration of the time Limit fined in Rule
17.1(s), fumish a copy of the priority document to that Office. No such Office
shell ask the epplicant himself to fumish it with & copy, excep where it requires
the furnishing of & copy of the priority document together with a centified
translation thereof, The epplicant shall not be required to fumish a centified
translation te; the designated Office before the expiration of the applicable time
limit under Article 22.

(b) The Intemnational Bureau sheall not make copies of the priority docu-
ment available to the public prior to the internationsl publication of the intema-
tional application.

(c) Pardgraph (a) and (b) shell apply alsc to any earlier internetiona
application whose priority is cleimed in the subsequent internations! applica-
tion.

PCT Administrative Instructlons Section 411
Recelipt of Prierity Document

>(a) Subject to paragraph (b), the Intemational Buresn ¢hall record the
date on which the priority document has been received by iz and hall notify the
applicant and the designated Offices accordingly.

(b) Where the priority document has been received by the Interngional
Bureau from the receiving Office after the expiration of 16 months from the
priority date, the date of receipt by the receiving Office of the priority document
or the date of a request under Rule 17.1 (b}, as the case may be, shall be recorded
as the date of receipt of the priority document.

{c) Where the date of receipt of the priority document is lzter than the dawe
of expiration of the time limit referred to in Rule 17.1(s), the International
Buresu shall notify the spplicant and the designated Offices accordingly.

(d) Where, within the time limit referred io in Rule17.1(z), the Intema-
tional Bureau has not received the priority document and the receiving Office
has received neither the priority document nor a request (together with any
sequired fee) to transmit the priority document, the International Bureau shall
notify the applicant and the designated Offices accordingly.<

37 CFR 1.451 The priority claim and priority documnent in an
international application.

(a) The claim for priority must be made on the Reguest (PCT Rule 4.10)
in amannercomplying with Sections 1 10 end 201 of the Administrative Instruc-
tions.

(b) Whenever the priority of an earlier United States nationsl spplication
is claimed in an international application, the applicant may request in s letier
of transmitzal sccompanying the international spplication upon filing with the
United States Receiving Office, or in a separate letter filed in dhe Receiving
Office notlnterthan 16 months after the priority date, that the Patess and Trade-
mark Office prepare & cenified copy of the national spplication for transmittal
1o the Intemational Burean (PCT Asnucle 8 and PCT Rule 17). The fee for
preparing a cenified copy is stated in §1.19(a)(3) and (b)(1).

(c) If a centified copy of the priority document is not submitted together
with the international application on filing,or, if the priority application was
filed in the United States and 2 request and appropriate psyment for preparation
of such a cenified copy do not accompany the intemational application on filing
or are not filed within 16 months of the priority date, the cestified copy of the
priority document must be fumished by the applicant so the Intemational Bureau
or to the United States Receiving Office within the time limit specified in PCT
Rule!7.1(a).

Under the PCT procedure, the applicant may file the certi-
fied copy of the earlier filed national application together with
the international application in the Receiving Office for trans-
mittal with the Record Copy, or alternatively the certified copy
may be submitted by the applicant to the International Bureau or
the Receiving Office not later than 16 months after the priority
date or, if the applicant has requested early processing in any
Designated Office, not later than the time such processing or
examination is requested. The International Bureau will nor-
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mally fumish copies of the certified copy to the various Desig-
nated Offices so that the applicant will not normally be required
to submit certified copies to each designated Office.

- Under 37 CER 1,451, applicant may request, on filing the
international application, that the United States Receiving Of-
fice prepare and transmit a certified copy of a U.S. national
application, the priority of which is claimed, to the International
Bureau. The United States Receiving Office will prepare and
transmit the certified copy provided thatthe fees for copying and
certification are paid. See > MPEP<§1830, item (1).

Applicants may also request the Unites States Receiving
Office to prepare and transmit to the International Bureau a
certified copy of a priority application filed in the U.S. by
checking Eox No. VI of the Request form and by paying or
authorizing the payment of the fee therefor. The fee Calculation
Sheet annexed to the Request form has a check box for author-
izing charges for preparation of certified copies of priority
applications to a Deposit Account. The fee for a certified copy
of a priority application is set forth in 37 CFR 1.19(a)}(3) and

®X(D).

1830 PCT International Applicatibn
Transmittal Letter [R-5]

A PCT international application transmittal letter, form
PTO-1382, isavailable free of charge for applicants to use when
filing PCT international applications with the United States
Receiving Office. The form is intended to simplify the filing of
PCT international applications by providing a one-page letter
which covers the most common requests and concems of appli-
cants. Specifically covered are:

(1) Requests under 37 CFR 1.451 for preparation and
transmittal to the International Bureau of certified copies of the
U.S. national applications, the priority of which is claimed in
international application;

(2) Choice of Searching Authority to conduct the Interna-
tional search. Currently, applicants may choose either the U.S.
Patent and Trademark Office or the European Patent Office as
the Searching Authority.

(3) Authorizations for any required additional * fees re-
quested by the United States International Searching >or Inter-
national Preliminary Examining< Authority to be charged toa
Deposit Account subject to oral confirmation of the authoriza-
tion. It should be noted that if the European Patent Office is
chosen as the >International< Searching >or Preliminary Exam-
ing< Authority, any supplemental search fees requested by that
office are payable directly to the European Patent Office.

(4) Indications of information concerning differences in
disclosure, if any, between the international application and
related applications to assist in determining any foreign trans-
mittal licensing requirements as well as for other purposes; and

(5) Requests for foreign transmittal license.

1832 License Request for Foreign Filing
Under the PCT [R-2]

A license for foreign filing is not required to file an inter-
national application in the United States Receiving Office but
may be required before the applicant or the U.S. Receiving
Office can forward a copy of the international application to a
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foreign patent office, the International Bureau or other foreign
anthority (35U.S.C. 368,37 CFR 5.1 and 5.11). A foreign filing
license to permit transmittal to a foreign office or international
authority is not required if the international application does not
disclose subject matter in addition to that disclosed in a prior
U.S. national application filed more than six months prior to the
filing of the international application { 37 CFR 5.11(a)(2)). In
all other instances, the applicant should petition for a license for
foreign filing (transmitial) (37 CFR5.12) and if appropriate,
identify any additional subject matter in the international appli-
cation which was niot in the earlier U.S. national application (37
CFR 5.14 (c)). This request and disclcsure information may be
supplied on the PCT international application transmittal letter,
form PT0O-1382.

If no petition or request for a foreign filing license is
included in the international application, and it is clear that a
license is required because of the designation of foreign coun-
tries and the time at which the Record Copy must be transmitted,
it is current Office practice to construe the filing of such an
international application to include a request for a foreign filing
license. If the lizense can be granted it will be issued without
further correspondence. If no license can be issued, or further
information is required, applicant will be contacted. The auto-
matic request for a foreign filing license does not apply to the
filing of a foreign application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an intemational application,
the application will not be forwarded to the International Bureau
as long as the secrecy order remains in effect (PCT Article 27(8)
and 35 U.S.C. 368). If the secrecy order remains in effect, the
international application will be declared withdrawn (aban-
doned) because the Record Copy of the international application
was not received in time by the International Bureau (37 CFR
5.3(d), PCT Article 12(3) , and PCT Rule 22.3). It is, however,
possible to save the U.S. filing date, if the United States of
America has been designated, by fulfilling the requirements of
35US.C. 371(c).

1840 International Stage Time Limits [R-5]

PCT Articie 47
Time Limits

(1) The details for computing time limits referred to in this Treaty are
govemed by the Regulations.

(2)(2) All time limits fixed in Chapters I and I of this Treaty may, outside
any revigion under Arnicle 60, be modified by a decision of the Contracting
States.

(b) Such decisions shall be made in the Assembly or through voting by
cormrespondence and must be unanimous.

(c) The details of the procedure are governed by the Regulations.

PCT Artlcle 48
Delay in Meeting Certaln Time Limlits
(1) Where any time limit fixed in this Treaty or the Regulations is not met
because of interruption in the mail service or unavoidable loss or delay in the
mail, the time limit shall be deemed 1o be met in the cases and subject tothe proof
and other conditions prescribed in the Regulations.
(2)(a) Any Contracting State shall, as far as that State is concerned, excuse,
for reasons admiuted under its national law, any delay in meeting any time limit.
(b) Any Contracting State may, as far as that State is concerned, excuse,
for reasons other than those referred toin subparagraph (a), any delay in meeting
any timF limit.

1800-39
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PCT Rule 79
Calender
79.1 Expressing dates .

- Applicants, national Offices, receiving Offices, Intemational Searching
and Preliminary Exemining Authorities, and the International Bugeau, shall, for
the purposes of the Treaty and the Regulations, express any dste in terms of the
Christian era and the Gregorien calendar, or, if they use other eres and
calendars, they shall also express any date in terms of the Christisn era and the

Gregorian calendar.

PCT Rule 80
Computation of Time Limits

80.1 Periods Expressed in Years

When a period is expressed as one yesr or & certain number of years,
computation shall start on the day following the day on which the relevantevent
occurred, and the period shall expire in the relevant subsequent yesr in the
month having the same name and on the day having the same number ag the
menth and the day on which the said event occurred, provided that if the |
relevant subsequent month has no day with the same number the period shall
expire on the last day of that rnonth,
80.2 Periods Expressed in Months

When a period is expressed as one month or a certain number of months,
computation shall start on the day following the day on which the relevant event
occarred, and the period shall expire in the relevant subsequent month on the
day which has the same number as the day on which the said event occurred,
provided that if the relevant subsequent month has no day with the same number
the period shall expire on the last day of that month.
80.3 Periods Expressed in Days

When a period is expressed as a ceriain number of days, computation shall

‘ start on the day following the day on which the relevant event occurred, and the

period shall expire on the day oa which the last day of the count has been
reached.
80.4 Local dates

(a) The date which is taken into consideration as the starting date of the
computation of any period shall be the date which prevails in the locality at the
time when the relevant event occurred. -

(b) The date on which any period expires shall be the date which prevailg
in the locality in which the required document must be filed or the required fee
must be paid.

80.5 Expiration on a Norn-Working Day

If the expiration of any period during which any document or fee must
reach a national Office or intergovernmental organization falls on a day on
which such Office or organization is not open to the public for the purposes of
the transaction of official business, or on which ordinary mail is not delivered
in the locality in which such Office or organization is situated, the period shall
expire on the ncxt subsequent day on which neither if the said two circum-
stances exists.

80.6 Date of Documenis

(a) Where a period starts on the day of the date of a document or letter
emanating from a national Office or intergovernmental organization, any
interested party may prove that the said document or letter was mailed on a day
later than the date it bears, in which case the date of actzal mailing shall, for the
purposes of computing the period, be considered to be the date on which the
period starts. Irrespective of the date on which such & document or letier was
mailed, if the applicant offers to the national Office or intergovernmental
organization evidence which satisfies the national Office or intergovermnmental
organization that the document or letter was received more than seven days
after the date it bears, the national Office or intergovemmental organization
shall treat the period sianing from the date of the document or lewer as expiring
later by an additional number of days which is equel to the number of days
which the document or letter was received later than seven days after the date
it bears.**

80.7 End of working day

(a) A period expiring on a given day shall expire at the moment the
national Office or intergovernmental organization with which the document
must be filed or to which the fee must be paid closes for business on that day.

(b) Any Office or organization may depart from the provisions of para-
graph (a) up to midnight on the rclevant day.

{c) The Intemational Bureau shall be open for business until 6 p.ma.
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PCT Rule 82
lrregularitles in the Mall Service
82.1 Delay or Logs in Mail
(&) Any interested party may offer evidence that he hss mailed the
doctment or leizer five days prior to the expiration of the time limnit, Except in

cases where surface mail normally arrives at its destination within two days of -

mailing, or where no airmail service is available, such evidence may be offered
only if themailing was by sirmail. In any case, evidence may be offered only if
the mailing was by mail registered by the postal authorities.

(b) 1i such mailing is proven to the satisfaction of the national Office or
intergovemimental organization which is the addressee, delay inagrival shall be
excused, or, if the document or letter is lost in the mail, substittion forit of a
new copy shall be permitted, provided that the interested party proves to the
satisfaction of the said Office or organization that the docurnent or letter offered
in substitution is zdemxcal with the document or letter lost.

{c) In the cases provided for in paragraph (b) , evidence of mailing within
the prescnbed time limit, and, where the documentor letter was lost, the
substitute document or letter as well as the evidence conceming its identity with
the document or letter lost, shaif be submitted within one month after the date
on which the interested party noticed — or with due d_hgenoe should have
naticed — the delay or the loss, and in no case later than six months aftsr the
expiration of the time limit applicable in the given case.

82.2 Interruption in the Mail Service

(e) Any interested party may offer evidence that on any of the 10 days
preceding the dsy of expiration of the time limit the postal service was inter-
rupted on account of war, revolution, civil disorder, strike, natoral calamity, or
other like reason, in the locality where the interested party resides or has his
place of business or is staying.

(b) If such circumstances are proved to the satisfaction of the national
Office or intergovernmental organization which is the addressee, delay in
arrival shell be excused, provided that the interested party proves o the
satisfaction of the said Office or organization that he effected the mailing within
five days after the mail service was resumed. The provisions of Rule 82.1(c)

shall epply mutatis mutandis.

PCT Administrative Instructions Section 110
Dates

Any daie in the intemational application, or used in any correspondence
emanating from Intemational Authorities relating 1o the international applica-
tion, shell be indicated by the Arabic number of the day, by the name of the
month, and by the Arabic number of the year. The receiving Office, where the
spplicant has not done so, or the Intemational Bureau, where the applicant has
not done so and the receiving Office fails to do so, shall, after or below any date
indicated by the applicant in the request, repeat the date, in parenthesis, by
indicating it by two-digit Arabic numerals each for the number of the day, for
the number of the month and for the last two numbers of the year, in that order
2nd with a period after the digit pairs of the day and of the month (for example,

“30 March 1978 (30.03.78)").

35 U.S.C. 364. International stage: Procedure.

(2) International applications shall be processed by the Patent and Trade-
mark Office when acting as & Receiving Office,* International Searching
Authority, or >Intemational Preliminary Examining Authority< * in accor-
dance withthe applicable provisions of the treaty, the Regulations, and this title.

(b) An applicant’s failure to act within prescribed time limits in connection
with requirements periaining to & pending intemational application may be
excused upon a showing satisfactory tothe Commissicner of unavoidable delay,
1o the extent not preciuded by the treaty end the Regulations, and provided the
conditions imposed by the tresty and the Regulations regarding the excuse of
such failure to act are complied with.

37 CFR 1.465 Timing of application processing based on the
priority date.
(a) For the purpose of computing time limits under the Treaty, the priority
date shall be defined as in PCT An. 2(xi).
(b) When a claimed priority date is cancelled under PCT Rule 4.10(d),
or considered not to have been made under PCT Rule 4.10(b), the priority date
for the purposes of computing time limits will be the date of the carliest valid
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remaining pnomy claim of the mtemmonal apphcaum orif none. thei mtema-
tional filing date,

{c) When corrections under PCF Am.. 11¢2), An. 14(2) or PCT Rule
20.2(a) (i)or {iii)are nmely submitted, and the date of receipt of such corrections
falls Jater than one year from the claimed pnomy date or dmes the Recewing
Ofﬁee shall pfocec& undcr PCT Rulc 4.10(d). :

37 CFR 1.468 Delays in meeting time limits.

Delays in meeting time limits during international processing of interna-
tional applications may only be excused as provided in PCT Rule 82. For deisys
in me.ung 1ime limits in a national apphcauon, see §1.137. )

1845 Receiving Office 'Procedure [R-S]

PCT Article 10
The Receiving Office
The intemational application shall be filed with the prescribed receiving
Office, which will check and process it %1 provided in this Treaty and the
Regulations.

PCT Rule 20
Recelpt of the International Application
20.1 Date and Number .

(2) Upon receipt of papers purpomng o be an mtemauonal apphcauon.
the receiving Office shall indelibly mark the date of actual receipt in the space
provided for that purpose in the request form of zach copy received and one of
the numbers assigned by the Intemational Bureau to Lhal Ofﬁcc on e.ach sheet
of each copy received.

{b) The place on each sheet where Lhe date or number shall be marked, and
other details, shall be specified in the Administrative Instructions.

20.2 Receipt on Different Days

(a) In cases where all the sheets pertaining to the same purported intemna-
tional application are not received on the same day by the receiving Cffice, that
Office shall correct the date tharked on the request (still Jeaving legible,
however, the earlier date or dates already marked) so that it indicates the day on
which the papers completing the international application were received,
provided that:

(i) where no invitation under Anicle 11(2)(a) to correct was sent to the
applicant, the said papers are received wu.hm 30 days from the date on which
sheets were first received;

(ii) where an invitation under Article 11(2)(a) to correct was sent to the
applicant, the gaid papers are received within the apphcable time limit under
Rule 20.6;

(iii) in the case of Article 14(2), the missing drawings are received within
30 days from the date on which the incomplete papers were filed;

(iv) the absence or later receipt of any sheet containing the abstract or part
thereof shall not, in itself, require any correction of the date marked on the
request.

(b) Any sheet received on a date later than the date o which sheets were
first received shall be marked by the receiving Office with the date on which it
was received.

20,3 Correcied International Application

Inthecasereferred win Article 11(2)(b}, -he receiving Office shall correct
the date marked on the request (still leaving legible, however, the earlier date or
dates already marked) so that it indicates the day on which the last required
correction was received.

20.3* Manner of Carrying Out Corrections

The Administrative Instructions prescribe the manner in which correc-
tions required under Article 11(2)(a) shall be prescnted by the applicant and the
manner in which they shall be entered in the file of the intemnational application.
20.4 Determination under Article 11(1)

(a) Promptly after receipt of the papers purporting to be an intemnational
application, the receiving Office shall determine whether the papers comply
with the requirements of Anicle 11(1).

(b) For the purposes of Article 11(1)(iiij{c), it shall be sufficientto indicate
the name of the applicant in a way which allows his identity 10 be esiablished
cven if the name is misspelled, the given names are not fully indicated, or, in the
case of legal entities, the indication of the name is abbreviated or incomplete.
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20.5 Positive Determination:

(a) If the determination unider Aricle 1 1{l)is posmvc the receiving Office
shall stamp in the space provided for that purpose in the request form the name
of the receiving Office and the words “PCT Intemational Application,” or
“Demande intemationale PCT." If the official language of the receiving Office
is neither English nor French, the words “Intemational Application™ or “De-
mande internationale may be accompameu iby atranslation ox’ !hese words inthe
official language of the receiving Office.

(b) The copy whose request sheet has been so stamped shall be the record
copy of the international application.

{c) The receiving Office shall promptly notify the applicant of the intema-
tional epplication number and the intemational filing date. At the samne timne, it
shall send to the International Buresu a copy of the nctification sent to the
applicant, except where it has already sent, or is sending at the same Lime, the
record copy to the International Bureau under Rule 22.1(z).

20.6 Invitation to Correct

(a) The invitation to correct under Anticle 11(2) shall specify the require-
ment provided for under Articie 11(1) which, in the opinion of the receiving
Office, has not been fulfilied.

(b) The receiving Office shall pmmpuy mail the invitation to the applicant
and shall fix a time limit, reasonable under the circumstances of the case, for
filing the correction. The time limit shall not be less than 10 days, and shail not
exceed one month, from the date of the invitation. If such time limit expires after
the expirstion of one year from the filing date of any application whose priority
is claimed, the receiving Office may cail this circumstance to the aitention of the

applicant,
20.7 Negative Determination
If the receiving Office does not, within the prescribed time Limit, receive
areply toils invitation to correct, or if the correction offered by the applicant still
does not fulfill the requirements provided for under Article 11(1), it shall:
(i) promptly notify the applicant that his application is not and will not
be treated as an intemnational application and shall indicate the reasons therefor,
(ii} notify the International Bureau that the number it has marked on the
papers will not be used ag an international application number,
(iif) keep the papers constituting the purported international application
and any correspondence relating thereto as provided in Rule 93.1, and
(iv) send a copy of the said papers to the Intemational Bureau where,
pursuant 1o a request by the applicant under Aricle 25(1), the Intemational
Bureau needs such a copy and specially asks for it.

20.8 Error by the Receiving Office
If the receiving Office later discovers, or on the basis of the applicant's

reply realizes, that it has erred in issning an invitation 10 correct since the
requirements provided for under Asticle 11(1) were fulfilled when the papers
were received, it shall proceed as provided in Rule 20.5.

20. 9 Ceriified Copy for the Applicant
Against payment of afec. 4z receiving Office shall furnish to tive applicant,

on request, certified copies of the intemational application as filed and of any
corrections thereto.

PCT Rule 26
Checking by, and Correcting before, the Receiving Office of
Certain Elements of the International Application
26.1 Time Limit for Check
{a) The receiving Office shall issue the invitation to correct provided for in
Anicle 14(1)(b) as soon as possible, preferably within one month from ths

receipt of the international application.
(b) If the receiving Office issues an invitation to correct the defect referred

w0in Anticle 14(1)(a)(iii) or (iv) (missing title or missing abstract), it shall notify
the Intemational Searching Authority accordingly.
26.2 Tirme Limis for Correction

The time limit referred to in Anticle 14(1)(b) shall be reasonable under the
circumstances 2nd shall be fixed in each case by the receiving Office. Tt shall not
be less than one month from the date of the invitation 10 comrect. Tt may be
extended by the receiving Office at any time before a decision is taken.

26.3 Checking of Physical Requirements under Article 14(1}a)(v}

The physical requirements referred to in Rule 11 shall be checked only 1o
the extent that compliance therewith is necessary for the purpose of reasonably
uniform intemational publication.

26.3% [nvitation 1o Correct Defects urder Ariicle 14(1)(bj
The receiving Office shall not be required to issue the invitation to correct
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2 defect under Article 14(13/a)(v) where the physical requirements referred 1o
in Rule 11 are complied with to the extent necessary for the purpose of
reasonably uniform intemationel publication.

26.4 Procedure .
(2) Any correction offered to the receiving Office may be stated in a letier

addressed to that Office if the correction is of such & nature that it ¢can be
transferred from the letter to the record copy without adversely affecting the
clarity and the direct reproducibility of the sheet on to which the correction is
to be transferred; otherwise, the applicant shall be required to submit a
replacement sheet embodying the correction and the letier accompanying the
replacement sheet shall draw attention to the differences between the replaced
sheet and the replacement sheet.
- () to (d) [Deleted)

26.5 Decision of the Receiving Office

(&) The receiving Office shall decide whether the apolicant has submitied
the correction within the time limit under Rule 26.2 and, if the corvection hag
been submitted within that titne limit, whether the intemational spplicetion so
corrected is or is not to be considered withdrawn; provided that no intemetional
application shall be considered withdrawn for lack of compliance with the
physical requirements referred to in Rule 11 if it complies with those require-
ments 1o the extent necessary for the purpose of reasonably uniform interna-

ticnal publication.

() [Deleted}
26.6 Missing Drawings

(a) If, as provided in Article 14(2), the international applimﬁon refers io
drawings which in fact are not included in thatapplication, the receiving Office

chall so indicate in the said application.
(b) The date on which the applicant receives the notification provided for
in Anicle 14(2) shall have no effect on the time limit fixed vnder Rule

20.2(a)(iii).

35 U.S8.C. 361. Recelving Office.

(a) The Patent and Trademark Office shall act as a Receiving Office for
international applications filed by nationals or residents of the United States. In
accordance with any agrzement made between the United States and another
country, the Patent and Trademark Office may &lso act as a Receiving Office
for international applications filed by residents or nationals of such ccuntry
who are entitled to file intemational applications.

(b) The Patent and Trademark Office shall perform &l acts connected
with the discharge of duties required of & Receiving Office, including the
collection of international fees and their transmitial tothe International Bureau.

(c) International applications filed in the Patent and Trademark Office

shall be in the English language.
(d) The *intemnational fee, and the transmittal and search fees prescribed

undersection 376(a) of this part, shall eitherbe paid cn filing of an intemational
application or within *>such later time as may be fixed by the Commissioner<.

37 CFR 1.412 The United States Recelving Office.

(a) The United States Patent and Trademark Office is a Receiving
Office only for applicants who are residents or nationals of the United
States of America.

(b) The Patent and Trademark Office, when acting as a Receiving
Office, will be identified by the full title “United States Receiving
Office” or by the abbreviation “RO/US.”

(c) The major functions of the Receiving Office include:

(1) According of international filing dates to international
applications meeting the requirements of PCT Art. 11(1), and PCT
Rule 20;

(2) Assuring that international applications meet the standards
for format and content of PCT Art. 14(1), PCT Rule 9, 26,29.1,37, 38,
91, and portions of PCT Rules 3 through 11;

(3) Collecting and, when required, transmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and search copies to the Interna-
tional Bureau and International Searching Authority, respectively
(PCT Rules 22 and 23); and
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- -(8) Determining compliance with applicable requirements of
Part 5 of this chapier.

PCT Adminls&rative Instructions Section 165
Several Applicants -

Where any international application indicates as applicants sev-
eral persons, it shall be sufficient, for the purpose of identifying that
application, to indicate, in any Form or correspondence relating te such
application, the name of the applicant first named in the reques .

PCT Administrative Instructiors Section 301
Notification of Receipt of Purported International Application

Before the determination under A:zicle 11(1), the receiving Office may
natify the applicant of the receipt of the purporned intemational applicatior. The
notification should indicate the date of actual receipt and the international
application number of the purporied intemational application referred 15 in
Section 307 as well as, where useful for purposes of identification, the tide of
the inveation.

PCT Administrative Instructions Section 305

Ydentifying the Copies of the International Application

(a) Where, under Rule 11.1(a), the intemational application has been: filed
in one copy, the receiving Office shall, after preparing under Rule 21.1(z) the
additional copies required under Anicle i2(1), mark,

(i) the words “RECORD COPY™ in the upper left-hand comer of the
first page of the original copy,

(ii) in the same space on one 2 ii.ional copy, the words “SEARCH
COPY,” sud

(iii} in the same space on the cther such copy, the words “EOME
COPY," or their equivalent in the language of publication of the intemational
application.

(b) Where, under Rule 11.1(b), the international application has been filed
in more than one copy, the receiving Office shall choose the copy must suitable
for reproduciion purposes, and mark the words “RECORD COPY,"” or their
equivalent in the language of publication of the intemational application, in the
upper left-hand comer if its first page. Afier verifying the identity of any
additional copies and, if applicable, preparing under Rule 21.1(b) the home
copy, it shall mark, in the upper lefi-hand comer of the first page of one such
copy, the words"SEARCH COPY,” and, in the same space on the othar such

copy, the words “HOME COPY,” or their equivalent in the language of

publication of the intemational application.

PCT Administrative Instructions Section 307
System of Numbering International Applications

Papers purporting to be an intemational application under Rule 20§ shzll
be marked with the intemational application number, consisting of the leters
“PCT.” a slant, the iwo-leuter code, as in Annex B, indicating the receiving
Office, 2 two-digit indication of the last two numbers of the year in which such
papers were first veceived, e slant and a five-digit number, allotted in seguential
order corresponding to the order in which the intemational applications are
received (e.g.,"PCT/SU78/00001" ‘). Where the Intemational Bureau acs,
pursuanttoRule 19.1(b), as receiving Office for a national Office, the two-lener
code indicating the national Office for which the International Bureau zcis as 2
receiving Office shall be used. However, if a negative determination is made
under Rule 20.7 or a declaration is made under Anicle 14(4), the leners”PCT”’
shall be deleted by the receiving Office from the indication of the intemational
application number on any papers marked previously with that number, and the
32id number shall be used without such letters in any future correspondence
relating to the purported international application.

PCT Adwinistrative Instructions Section 308
Marking of the Sheets of the International Application
(2) The receiving Office shall indelibly mark, the intemational application
number referred to in Section 307 in the upper right-hand comer of each sheet
of each copy of the purported international application.
®) [Deleted)

Rev. 5, July 1987

MANEAL OF PATENT EXAMI

INING PROCEDURE

PCT Administrative Instruction Section 316
Procedure in the Case where the International Appllcntlon
Lacks the Prescribed Signature

Where, under Anicle 14{1)(a){i), the receiving Office finds that any
iniemational application is defective in that it lacks the prescribed signature, that
Office shall send to the applicant, together with the invitation to correct under
Anicle14(1)(b) a copy of the request part of the intemnational application. The
applicant shall, within the prescribed time limit, return said copy after affixing
thereto the prescribed signature.

The main procedural steps that any intemnational applica-
tion goes through in the United States Receiving Office are the
following:

(i) the international application and the related fees are
received by the Receiving Office and appropriate records cre-
ated (PCT Article 10);

(ii) the international application is checked by the Receiv-
ing Office to determine whether it meets the requirements
prescribed by the PCT as to whether a filing date may be granted,
fees due on filing are paid in full, whether the priority claim is
acceptable, and whether any pages or drawings are missing
(PCT Article 11(1), PCT Rule 4.10 and 35U.S.C. 361(d)). The
checks performed by the Receiving Office are of aformal nature
and do not go into the substance of the invention;

(iii) where the checks by the United States Receiving Office
show that the international application does not meet the re-
quirements for a filing date or other matters are missing, that
Office immediately communicates with the applicantin order to
obtain any possible necessary comrections (PCT Articles
11(2)(a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where — possibly after correction — the relevant
checks by the Receiving Office show that the international
application meets the requirements for the granting of a filing
date, an international filing date is accorded to the international
application by the Receiving Office (PCT Articles 11(1) and
11(2)(b), and PCT Rules 20.3, 204, and 20.5});

(v) the Unitad States Receiving Office reviews the applica-
tion for formal defects under Article 14(1), contacts the appli-
cant or agent by telephone and discusses any necessary correc-
tions. The Receiving Office will mail an invitation to correct and
set a time limit for response, which is usually one month.

(vi) the application is reviewed by Licensing and Review
Branch and copies of the international application and other
documents related thereto are prepared and transmitted by the
United States Receiving Office to the International Searching
Authority and to the International Bureau so that these Authori-
ties may carry out the procedural steps for which they are
responsible in the further processing of the international appli-
cation (PCT Article 12 and PCT Rules 22, 23, 24, and 25).

WHERE TO FILE

The United States Receiving Office is located in Crystal
Plaza, Arlington, Virginia, Building 2, Room 7-A04, Interna-
tional applications and related papers may be deposited directly
with the United States Receiving Office or >be< mailed to:
Commissioner of Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20231. It should b2 noted that the “Express Mail”
Cenificate of Mailing provisions of 37 CFR 1.10 apply to the
filing of ail applications and papers filed in the U.S. Patent and
Trademark Office, including PCT intemational applications
andrelated papers and fees. It should be further noted, however,
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that PCT international applications and papers relating thereto
are specifically excluded from the Certificate of Mailing proce-
dures under 37 CFR 1.8. The United States Receiving Office
staff is available to offer gnidance onPCTreqmrements and pro-
cedures. In person, telephone or written inquiries are welcome.
Telephone inquiries should be directed to (703) 557-2003.
Written inquiries should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washington, D.C. 20231.

1845.01 Transmittal of Record Copy [R-2]

PCT Article 12
Transmittal of the International Application to the International
Bureau and the Internationsl Scarching Authority

(1) One copy of the intemetionsl application shali be kept by the receiving
Office (*home copy™), one copy (“record copy™) shall be transmitted to the
Internstional Bureau, and another copy (“search copy'”) shall be trensmitted
to the competent International Searching Authority referred to in Anticle 16,
as provided in the Regulations.

(2) The record copy shall be considered the true copy of the intemational
pplication.

(3) The intemational application shall be considered withdrawn if the
record copy has not been received by the Intemational Bureau within the
prescribed time limit.

PCT Rule 21
Preparation of Coples
21.1 Respongibility of the Receiving Office

(2) Where the intemational application is required to be filed in one copy,
the receiving Office shall be responsible for preparing the home copy and the
search copy required under Article 12(1).

(b) Where the international application is required to be filed in two copies,
the receiving Office ¢hall be responsible for preparing the home copy.

(c) I the intemational application is filed in less then the number of copies
required under Rule 11.1(b), the receiving Office shall be respansible for the
prompt preparation of the number of copies required, and shall have the right to
fix s fee for performing that task and to collect such fee from the applicant.

PCT Rule 22
Transmittal of the Record Copy
22. 1 Procedure

(8) If the determination under Anticle 11(1) is positive, and unless prescrip-
tions conceming national security prevent the intemationsl application from
being treated ag such, the receiving Office shall transmit the record copy to the
Imemational Bureau. Such transmittal shall be effected promptly after receipt of
the intemnational application o, if & check to preserve national security must be
performed, ag soon as the necessary clearance has been obtained. In eany case, the
receiving Office shall rensmit the record copy in time for it to reach the
Intemnational Bureau by the expiration of the 13th month from the priority date.
If the transmiual is effected by mail, the receiving Office shall mail the record
copy not later than five days prior to the expiration of the 13th month from the
prioqity date.

(b) If the Intemational Buresu has received & copy of the notification under
Rule 20.5(c) but is not, by the expiration of 13 months from the priority date, in
possesgion of the record copy, it shall remind the receiving Office that it should
transmit the record copy to the Intemational Bureau promptly.

(c) If the International Bureau has received a copy of the notification under
Rule 20.5(c) but is not, by the expiration of 14 months from the priority date, in
possession of the record copy, it shall notify the applicant and the receiving
Office accordingly.

(d) After the expiration of 14 months from the priority date, the applicant
may request the receiving Office to certify a copy of his intemational application
as being identical with the intemational application as filed and may transmit
such certified copy to the International Bureau.

(e) Any certification under paragraph (d) shall be free of charge and may
be refused only on any of the following grounds:

(i) the copy which the receiving Office has requested to certify is not
identical with the intemational application as filed;
(ii) prescriptions conceming nationel security prevent the intemational
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spplication from bems treated as such;
© (i) the receiving Office has already transmitted the record copy to t.he

Intemastional Buresu and that Bureau bas informed the receiving Office that it
has received the record copy.

() Unless the International Bures: has 'cwvedlhe record copy, or until
it receives the record copy, the copy centified under paragraph (e) and received
by the International Bureau shell be considered to be the record copy.

(g) If, by the expiration of the time limit applicable under Article 22, the
spplicant has performed thz acts referred 1o in that Article but the designated
Office has not been informed by the Intzmational Bureau of the receipt of the
record copy, the designated Office shall inform the International Bureau. If the
Internszional Bureau is not in possession of the record copy, it shall prompsly
notify the applicant and the receiving Office unless it has already notified them

under paragraph (c).

22.2 [Deleted]
22.3 Time Limit Under Article 12(3)

The time limit referred 10 in Article 12(3) shall be three months from
the date of the notification sent by the International Bureau to the applicant
under Rule 22.1(c) or (g).

PCT Rule 23
Transmitiat of the Search Copy

23.1 Procedure

(&) The search copy shall be transmitted by the receiving Office to the
International Searching Authority at the latest on the seme day as the record
copy is wansmitied to the International Buresu.

(b} If the Intemational Bureau has rot received, within 10 days from the
receipt of the record copy, information from the International Searching
Authority that that Authorily is in possession of the search copy, the Intemna-
tionial Bureau shall promptly transmit 2 copy of the international application 10
the International Searching Authority.

37 CFR 1.461 Procedures for transmittal of record copy to the

Intermational Bureau.
() Transmittal of the record copy of the international application 1o the
Intemational Buresu shall be made by the United States Receiving Office.

(b) [Reserved]
(c) No copy of an intemational application may be transmitted to the

International Bureau, a foreign Designated Office, or other foreign authority by
the United States Receiving Office or the spplicant, unless the applicable
requirements of Part 5 of this chapter have been satisfied.

The Receiving Office transmits all Record Copies of
international applications to the International Bureau. Several
rule changes have been made since the PCT became operational
in 1978 to relax the time limits of receipt of the Record Copy by
the International Bureau and to provide procedures for moni-
toring such receipt.

The international fees will also be forwarded to the Inter-
national Bureau by the Receiving Office (35 U.S.C. 42). Since
the applicant is required to file only one copy of the interna-
tional application in the United States Receiving Office (37
CFR 1.433), the United States Receiving Office will prepare
the “Search Copy” for the International Searching Authority
and the “Home Copy” for its own records (PCT Rule 21.1 and
Administrative Instructions Section 305(a)).

SAFEGUARDS FOR ASSURING TIMELY RECEIPT OF
THE RECORD COPY

The following steps are being taken by the United States
Receiving Office to insure timely receipt of the Record Copy by
the International Bureau.

(i) The Record Copy is sent by Registered Airmail to the
International Bureau with transmittal letter listing conteais.
(ii) The Applicant is informed of the date of mailing of the
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Record Copy by form PCT/RO/150 ﬁrom the Umted States
Receiving Office.

(iii) A Telex is sent to the Imemauonal Bureau in Geneva
giving notice of mailing and the Mail Registration number.

(iv) The International Bareau aclmowledges recenpt to the
United States Receiving Office. -

' (v) The Applicant is informed of receipt: of the Record

Copy by tiie International Burean.

(vi) The United States Receiving Oﬂice 1s in telephone
contact with the International Bureau in Geneva, Switzerland at
least once a week, at which time questions are handied and

records are coordinated.

1845.02 Correction of Defects Before the
Receiving Office [R-2]
PCT Article 14
Certain Defects in the [nternational Application

(1)(a) The receiving Office shall check whether the international applics-
tion contains any of the following defects, that is to say:

(i) u is not signed as provided in the Regulations;

(ii) it does not contain the prescribed indications conceming the appli-
cant;

(iii) it does not coniain a title;

(iv) it does not contain an abstract;

{v) it does not comply to the exzen: provided in the Regulations with the
prescribed physical requirements.

(b) If the receiving Office finds any of the said defects, it shall inviiz the
applicant to correct the intemational epplicetion within the prescribed time
limit, failing which that application: chall be considered withdrawn and the
receiving Office shall so declare.

(2) Ifthe intemational application refers to drawings which, in fact, are not
included in thet application, the receiving Office shali notify the applicant
accordingly and he may fumish them within the prescribed time limit end, if he
does, the international filing date shall be the date on which the drawings are
received by the receiving Office. Otherwise, any reference to the said drawings
shall be considered non-existent

(3)(a) If the receiving Office finds that, within the prescribed time limits,
the fees prescribed under Article 3(43{iv) have not been paid, or no fee
prescribed under Article 4(2) has been pzid in respect of any of the designated
States, the intemationa! application shell be considered withdrawn and the
receiving Office shall so declare.

(b) If the receiving Office finds that the fee prescribed under Aniicle 4(2)
has bezn paid in respect of one or more (but less than all) designated States
within the prescribed time limit, the designation of those States in respect of
which it has not been paid within the prescribed time limit shall be considered
withdrawn and the receiving Office shall so declare.

(4)If, after having accorded an intemnational filing date o the international
application, the receiving Office finds, within the prescribed time limit, that any
of the requirements listed in items @} 1o (iii) of Anticle 11(1) was ot complied
with at that date, the said application shall be considered withdrawn and the
receiving Office shsll so declare.

PCT Rule 29
International Appllcations or Designations Consldered
Withdrawn under Article 14(1), (3) or (4)

29.1 Finding by Receiving Office

(a) If the receiving Office declares, under Article 14(1)(b) end Rule 26.5
(failure 1o correct certain defects), or under Article 14(3)(a) (failure to pay the
prescribed fees under Rule 27.1(a)), orunder Anticle 14(4) (ater finding of non-
compliance with the requirements listed in items (i) 1o (iii) of Article11(1)) ,that
the international application is considercd withdrawn:

(i) the receiving Office shall transmit the record copy (unless already
transmitted), and any correction offered by the applicant, to the International
Bureau;

(ii) the receiving Office shall promptly notify both the applicant and the
Intemnational Bureau of the said declaration, and the International Bureau shall
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) (iii} the receiving Office shall not transmit l.he scuch copy as pmvxded
in Rule 23, or, if such copy has slready been transmitted, it shall notify the
International Sesrching Authority of the said declaration;

(iv)the Intemalional Burezu sha]l not be reqmred to noufy the apphcam
ofl.hc teceipt of the n:eordoopy ‘

' (b) If the receiving Office declares unider Article 14(3)(b){failure to pay
the prescribed designation fee unider Rule 27.1(b)) that the designation of any
given State is considered withdrawn, the receiving Office shall promptly notify
both the applicant end the International Bureau of tie seid declaration. The
Iniemational Buresu shall in um noufy the mlerested nauom.l Office.

29.2 [Deleted]
29.3 Calling Certain Facts 1o the Altention of the Receiving Office
‘ If the Intemational Buresu or the International Searching Authority
considers that the receiving Office should make & finding under Anticle 14(4),
it shail call the relevant facts o the attention of the receiving Office.
29.4 Notification of Intent 10 Make Declaration under Article14(4)
Before the receiving Office issues any declaration under Article 14(4),
it shall notify the spplicant of its intent to issue such decleration and the reasons
therefor. The applicant may, if he disagrees with the tentative finding of the
receiving Office, submit arguments to that effect within one moath from the
notification.

PCT Rule 30
Time Limit Under Article 14(4)
30.1 Time Limit
The time limit referred 1o in Article 14(4) shall be four months from the
intemational filing date.

PCT Administrative Instructions Section 304
Corrections Submitted to the Receiving Office Concerning
Expressions, etc., not to be used In the International
v Application

Where the applicant submits corrections 1o the receiving Office aimed at
complying with the prescriptions of Rule 9.1, that Office shall, if copies of the
inemational application have not yet been transmitted 1o the International
Bureau and the Intemational Searching Authority, attach copies of such correc-
tions to the intemational application. If copies of the international application
have already been transmitted, the receiving Office shall transmit copies of such
corrections to the said Bureau and the said Authority.

PCT Administrative Instructions Section 309

Procedure in the Case of Later Submitted Sheets

(a) The receiving Office shall indelibly mark any sheet received on a date
later than the date on which sheets were first received with the date on which it
received that sheet, inserted immediately below the international application
number referred to in Section 307.

(b) The receiving Office shall, in the case of later submitted sheets
received within the time limits referred to in Rule 20.2(a)(i) and (ii):

(i) effect the required comection of the international filing date, or,
where no intemational filing date has yet been accorded, of the date of receipt
of the purported international application;

(ii) notify the applicant of the correclion effected under item (i) above;

(iii) where transmittals under Article 12(1) have already been made,
notify the Intemational Bureau and the International Searching Authority of any
correction effected under item (i) above, by transmitting a copy of the corrected
first page of the request, and forward copies of the later submitted sheets 1o the
said Bureau and the szid Authority;

(iv) where transmittals under Article 12(1) have not yet been made,
attach a copy of the later submitied sheets tothe record copy and the search copy.

(c) The receiving Office shall, in the case of later submitted sheets received
after the expiration of tae time limits referred to in Rule 20.2(a)(i);

(i) notify the applicant of that fact and of the date of receipt of the later
submitted sheets;

(ii) where transmittals under Article 12(1) have already been made,
forward a copy of the later submitted sheets to the Intemational Bureau with the
indication that such sheets are not to be taken into consideration for the
purposes of international processing;

(iii) where transmittals under Anicle 12(1) have not yet been made,
auach a copy of the later submitted sheets to the record copy with the indication
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that such sheets are not to be taken into consideration for the purposes of inter-
Bational processmg

 {d) The receiving Ofﬁce shall in |.he caseof later submitted sheets recclved
after the expu'auon of the time limit referred to in Rule 20.2(a)(i), proceed ag
provided in Rule 20.7, unless the applicant-has, within the said time limit,
oaiplied with the invitation under Article 11(2)(2) so that an intemational filing
daie can be accorded; in the latter case, the recriving Office shall proceed as
peavided in paragraph (c )(i) to (fii).

PCT Administrative Instructions Section 311
Deletion, Substitution or Addition of Sheets of the International
Application; Renumbering, etc.

{a) The receiving Office shall, subject to Section 207, sequentially renum-
ber the sheets of the intemnational application when necessitaied by the addition
of any new sheet, the deletion of entire sheets, a change in the crder of the sheets
o7 gny other reason.

{b) ine sheets of the international application shall be provisionally
renumbered in the following manner:

(i) when & sheet is deleted, the receiving Office shail either include a
blank sheet with the same number and with the word “DELETED,” or ils
equivalent in the language of publication of the intemational application, below
the number, or insen, in brackets, below the number of the following sheet, the
rmber of the deleted sheet with the word “DELETED" or its equivalent in the
lemguage of publication of the international application;

(ii) when a sheet is substituted, the receiving Office shall mark in the
middle of the bottorn margin the words “SUBSTITUTE SHEET” or their
eguivalent in the language of publication of the internationat application;

(iii) when one or more sheets are added, each sheet shall be identified by
the number of the preceding sheet followed by a slant and then by a nawral
ramber sesies, starting always with number one for the first sheet added afteran
mnchangedsheet (e.g., 10/1, 15/1, 15/2,15/3, etc.). When later additicas of sheets
1oen existing series of added sheets are necessary, an extra digit shall be used for
identifying the funther additions (e.g. 15/1, 15/1 /1, 15/172, 15/2, etc.).

(c) In the cases mentioned in (b)(i} and ( iiii) above, it is recommended that
the receiving Office should write, below the number of the last sheet, the total
enmber of the shests of the intemational application followed by the words
“TOTAL OF SHEETS" or their equivalent in the language of publication of the
tmernational application. It is further recommendad that, at the bottom of any last
theet added, the words “LAST ADDED SHEET” or their equivalent in the
language of publication of the international application should be inserted.

PCT Administrative Instructions Section 312
Notification of Decision Not To Issue Declaration that the Inter-
national Application Is Considered Withdrawn

Where the receiving Office, after having notified the applicant under Rule
29.4 of its intent to issue a declaration under Article 14(4), decides not to issue
gach a declaration, it shall notify the applicant accordingly.

37 CFR 1.471 Corrections and amendments during international
processing.

(a) ALl corrections submitted 1o the United States Receiving Office must
e in the form of replacement sheets and be accompanicd by a letter that draws
auention 1o the differences between the replaced sheets and the replacement
sheets, except that the deletion of lines of text, the correction of simple
typographical errors, and one addition or change of not more than five words per
shezt may be stated in 2 letter and the United States Receiving Office will make
the deletion or transfer the correction to the intemational application, provided
thet such corrections do not adversely affect the clarity and direct reproducibil-
izy of the application (PCT Rule 26.4).

(b) Amendments of claims submitted to the Intemational Bureau shall be
as prescribed by PCT Rule 46.

DEFECTS IN THE INTERNATIONAL APPLICATION
WHICH MAY BE CORRECTED

Four major types of defects may be present in PCT Interna-
tional applications: (1) those fatal defects under Article 11(2)
which must be corrected before a filing date can be accorded, (2)
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those formal defects under PCT Article 14 which can be cor-
rected without prejudice to the filing date, and (3) defects of
mlssmg sheets or drawings and (4) defects in pnonty informa-
tion, the correction of which may cause a change in tlw '1lmg
and/or priority dates. : :

The following defects under PCI‘ Arucle 11(2) must be
corrected before an international filing date can be accorded.
Form PCT/RO/103 is used to call applicant’s attention to these
defectsand to invite correction thereof. The time limit for filig
the correction is fixed by the Receiving Office. It cannot be less
than 10 days or more than one month from the date of the
invitation to correct (PCT Rule 20.6(b)).

(i) The international application does not designate at
least one Contracting State.

(ii) The international apphcanon does not contain the
name of the applicant or does not contain at least those minimal
indications concerning the name of the applicant whizh are
indicated in PCT Article 11(1)(iii)(c) and PCT Rule 20.4(b).

(iii) The international application does not contain a part
which, on the face of it, appears to be a description cr a part
which , on the face of it, appears to be a claim or claims (PCT
Article 11(1)(iii) (d) and (e)).

(iv) None of the applicants is a resident or national of the
United States of America, and thereby entitled to file an inter-
national application with the United States Receiving Office
(PCT Article 11(1 )(@)).

(v) The international application is not in the English
language which must be used for international applications
filed with the United States Receiving Office (PCT Article
11(1)(ii)).

(vi) The internatjonal application does not contain an
indication that it is intended as an international application
(PCT Article 11(1)(iii)(a)).

The following defects under Article 14 must be corrected
within the time period setby the United States Receiving Office
in the invitation to correct (form PCT/RO/106) to prevent
withdrawal of the international application (PCT Rule 26.5).
The time limit for correction is fixed by the Receiving Office.
Itmust be reasonable under the circumstances; it cannot be less
than one month and normally not more than two months from
the date of the invitation to correct. If the correction is timely
presented, the application will not be withdrawn.

(i) Where the Receiving Office finds that the interna-
tional application is not signed (PCT Article (14)(1)(a)(i) and
PCT Rules 2, 3, 4.1(d) and 4.15). The invitation to complute
together with a copy of the unsigned Request are issued by the
Receiving Office as soon as possible after receipt of the inter-
national application (PCT Article 14(1)(b), PCT Rule 26.2and
Administrative Instructions Section 316). The applicant must
return the copy of the Request properly signed, within the
prescribed time limit.

(ii) Where the Receiving Office finds that the interna-
tional application does not contain the name of the applicant in
the prescribed way or the prescribed indications concerning the
applicant (other than those specified in Rule 20.4(b)). These
indications include, in particular, the applicant's address, resi-
dence and nationality (PCT Article 14(1)(a)(ii) and PCT Rules
4.4 and 4.5).

(iiiy Where the Receiving Office finds that the interna-
tional application does not contain a title, that is, a title for the
claimed invention (PCT Article 14(1)(a)(iv) and PCT Rule
26.1(b)).
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‘(iv) Where the Receiving Office finds that the interna-
tional application does not comtain an abstract (PCT
Article14(1)Xa)(iv) and PCT Rule 26.1(b)). :

" (v) Where the Receiving Office finds that the interna-
tional application does not comply, to the extent provided for in
the Regulations, with the prescribed physical requirements
(PCT Article 14(1 )(a)(v) and PCT Rules 11 and 26.3). The
physical requirements are provided for in detail in PCT Rule 11,
Compliance with them must be checked to the extent that
compliance therewith isnecessary for the purpose of reasonably
uniform international publication.

Several other defects, namely missing sheets or drawings
and defective priority information, will not cause the applica-
tion to become abandoned, but may effect filing and priority
dates.

(i) Where the Receiving Office finds that any of the
drawings referred to in the intcrnational application are, in fact,
not included in that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such drawings is 30
days from the date on whichincomplete papers were received by
the Receiving Office (PCT Rule 20.2(a)(iii)). It should be
carefully noted that when missing drawings are received within
30 days they will be entered into the application papers, how-
ever, thedate of receipt of the application and the filing date, will
be amended to reflect the date on which the missing drawings
were received. The United States Receiving Office will notify
the applicant of any missing drawings on form PCT/RO/107.
Detailed procedures in the case where drawings are missing are
set forth in Section 310 of the PCT Administrative Instructions,

(ii) Where the Receiving Office finds that sheets of the
description or claims are missing, the procedures are similar to
those in (i) above; and are set forth in detail in PCT Rule 20 and
Section 309 of the PCT Administrative Instructions.

(iii) If the Receiving Office finds that the priority claim
fails to meet the requirements of Rule 4.10(b) in that the name
of the country of filing or the date of filing of the earlier appli-
cation are missing, the priority claim is considered not to have
been made and the applicant is notified accordingly on form
PCT/RO/121 (PCT Administrative Instructions Section 302).

(iv) If the Receiving Office finds that the claimed priority
date does not fall within the period of one year preceding the
International filing date, it will invite the applicant to amend or
cancel the priority claim using form PCT/RO/110 (PCT Rule
4.10(d)). The applicant has one month to respond by amending
or canceling the priority claim. If noresponse is timely received,
the Receiving Office will cancel the priority claim ex officio
(Administrative Instructions Section 314). The amendment or
cancellation of the priority claim will be acknowledged using
form PCT/RO/111.

PRESENTATION OF CORRECTIONS

According to the nature of the defect, the correction may be
stated in a letter only or may have to be filed in the form of a
replacement sheet or replacement sheets accompanied by a
fetter (37 CFR 1.471). The details are provided for in PCT Rule
26.4. Any correction must be in the English language (PCT Rule
12.2). Astothe signature and other requirements of such letters,
see PCT Rule 92.1. The Receiving Office must inform, and
where necessary, transmit copies of replacement cheets to the
International Searching Authority.
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CONSEQUENCES OF THE CORRECTION OF DEFECTS

Where the correction is filed with the Receiving Office
within the prescribed time limit and is found acceptable, the
international application will be considered valid (PCT
Article11(2)(b)). If the correction relates to any of the defects
referred to in PCT Article 11(i} and 14(2), the international
filing date will be the date on which the correction was received;
if it relates only to any of the defects referred to in Article 14(1),
the international filing date will be the date on which the
international application was received by the Receiving Office.

CONSEQUENCES OF NOT CORRECTING DEFECTS

Where an acceptable response or correction is not filed
within the prescribed time limit, the international application:
(i) will not be treated as an international application (and,
consequently will not be accorded an international Ziling date)
if the defect is one of those referred to in PCT Article11(1) and
PCT Rule 20.7;

(ii) will be reated as withdrawn if the defnct is one of
those referred 10in PCT Article 14(1) and PCT Rule 26.5. Inthe
case of a defect of the kind referred to in PCT Article 14(2),
which remains uncorrected, the reference to the (missing)
drawing(s) in the international application will be considered
non-existent. Missing sheets will not be entered into the appli-
cation if received after 3C days of the receipt of incomplete
papers (PCT Rule 20.2(a)(i) and PCT Administrative Instruc-
tions Section 309);

(iii) if the priority claim fails to meet the requirements of
PCT Rule 4. 10(b), the priority claim is considered not to have
been made and the applicant is notified accordingly (Adminis-
trative Instructions Section 302).

1845.03 Correction of Obvious Errors in
Documents [R-2]

PCT Rule 91
Obvious Errors in Document
91.1 Rectification

(a)Subject o paragraphs (b)to(g ety obvious errors in the intemations]
application or other papers submitted by the applicant may be rectified.

(b) Errors which are due to the fact that something other than what was
obviously intended was written in the international application or other paper
shall be regarded as obvious errors. The rectification iiself shall be obvious in
the sense that anyone would immediately realize that nothing else ccuid have
been intended than what is offered as rectification.

(c) Omissions of entire elements or sheets of the international application,
even if clearly resulling from inattention, at the stage, for example, of copying
or assembling sheets, shall not be rectifiable.

(d) Rectification may be made on the request of the applicant. The
authority having discovered what appears to be an cbvious error may invite the
applicant to present & request for rectification as provided in paragraphs (¢) to
(g 9**=". Rule 26.4(a) shall appl: mutatis mutandis 1o the manner in which

rectifications shall be requested.
(e) No rectification shall be made except with the express authorization:

(1) of the receiving Office if the error is in the request.

(ii) of the intemational Searching Authority if the efror is in any part of
the intemational application other than the request or in any paper submisted 10
that Authority.

(iii) of the International Preliminary Examining Authority if the etror
is in any pan of the intemational application other than the request or in any
paper submiticd to that Authority, and
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(iv) of the Intemational Bureau if the error is in any peper; other than the
international application or mmendments or corrections to that spplication;
submitisd to the Internationsl Bureau.

) Any suthority which authorizes or refuses any rectification shall
prompily notify the applicant of the euthorization or refusal and, in the case of
refusal, of the reasons therefor. The authority which authorizes a reciification
thell prompily notify the Intemnational Bureau accordingly. Where the authosi-
zation of the rectification was refused, the Intemational. Boresu shall, ug:m
request made by the applicant prior 10 the time relevant under paragraph (g™),
(™) or (g™*=) and subject 1o the payment of a special fee whose amount shall
be fixed in the Administrative Instructions, publish the request for rectification
together with the interational application. A copy of the request for rectification
shall be included in the communication under Article 20 where a copy of the
pamphlet is not used for that communicstion or, where the international appli-
cation is not published by virme of Anicle64(3).

(g) The authosnization for reciification referred to in paragraph (e) shall,
subject to paragraphs (2°%), {g™) or (™), be effective:

(i) where it is given by the receiving Office or by the Intemational
Searching Authority , if its notification to the International Bureau reaches that
Bureau before the expiration of 17 months from the prionty date;

(ii) where it is given by the International Preliminary Examining Author-
ity, if it is given before the establishmen: of the intemational preliminary
examingtion report;

(iii) where it is given by the International Bureau, if it is given before the
expiration of 17 months from the priority date.

>{g®®) If the notification made under paragraph (g)(i) reaches the Interna-
tional Bureau, or if the rectification made under paragraph (g)(iii) is authorized
by the Intemational Bureau, afier the expiration of 17 months from the priority
date but before the technical preparations for publication have been completed,
the authorization shall be incorporated in the said publication.

(g ®") Where the applicant has asked the Intemational Bureauto publish his
international application before the expiration of 18 months from the priority
date, any notification made under paragraph (g)(i) must reach, and any rectifi-
cation made under paragraph (g){ii) must be authorized by, the International
Bureau, in order for the authorization to be effective, not later than at the time of
the completion of the technical preparations for international publication.

(g 957y Where the intemational application is not published by virue of

Article 64(3), any notification made under paragraph (g)(i) must reach, and any
rectification made under paragraph (g)(iii) mnust be authorized by, the Intema-
tional Bureau, in order to be effective, not later than at the time of the
communication of the intemational spplication under Article 20.<*#

PCT Rule 92
Correspondence
92.1 Need for Letter and for Signature

(2) Any paper submitted by the applicant in the course of the international
procedure provided for in the Treaty and these Regulations, other than the
international application itsclf, shall, if not itself in the form of a letter, be
accompanied by a letter idemtifying the intemational application to which it
relates. The letter shall be signed by the applicant.

(b) If the requirements provided for in paragraph (a) are not complied with,
the applicant shall be informed as to the non-compliance and invited to remedy
the omission within a time limit fixed in the invitation. The time limit so fixed
shall be reasonable in the circumstances; even where the time limit so fixed
expires later than the time limit applying 10 the fumishing of the paper (oreven
if the latter time limit has already expired), it shall not be less than 10 days and
not more than one month from the mailing of the invitation. If the omission is
remedied within the time limit fixed in the invitation, the omission shall be
disregarded; otherwise, the applicant shall be informed that the paper has been
disregarded.

(c) Where non-compliance with the requirements provided for in para-
graph (a) has been overlooked and the paper taken into account in the inlema-
tional procedure, the non-compliance shall be disregarded.

92.2 Languages

(a) Subject to Rules 55. 1 and 66.9 and 1o paragraph (b) of this Rule, any
letter or document submitied by the applicant to the Intemational Searching
Authority or the Intemnational Preliminary Examining Authority shall be in the
same language as the intemational application to which it relates.
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{b) Any letter from the applicant 1o the International Searching Author-
ity or the Internstional Preliminary Examining Awthority may be in & language
other than that of the international application, provided the said Authority
suthorizes the use of such language.

(c) Deletzd]

(d) Any letter from the applicant to the Intemationa) Bureau shall be in
©nglish or French.

{e) Any letter or notification from the Intemational Bureau to the
applicant or to any national Office shall be in English or French.
92.3 Madings by National Offices and Fntergovernmental Organizations

Any document or letter emanating from or transmitted by a national
Office or an intergovemnmental organization and constituting an event from the
date of which any time limit under the Treaty or these Regulations commences
to run shall be sent by registered air mail, provided that surface mail may be
vsed instead of air mail in cases where sutface mail normally arrives at its
destination within two days from mailing or where 2ir mail service is not
available.
92.4 Use of Telegraph, Teleprinter, Etc.

{a) Notwithstanding the provisions of Rules 11.14 and 92.1(a), but
subject 1w paragraph (b), below, any document (including any drawing)
subsequent to the intemational application may be sent by telegraph or
teleprinter or other like means of communication producing a printed or written
document. Any such document so sent shall be considered to have been
submined in a form complying with the reqgnirements of the said Rules on the
day oo which it was communicated by the means mentioned above, provided
that, within 14 days zafter being sc communicated, its contents are furnished in
that form, ctherwise, the telegraphic, teleprinter or other communication shall
be considered not to have been made.

(p) Each national Office or intergovernmentsl organization shall
prompily noiify the Intemational Bureau of any means referred toin paragraph
(a) by which it is prepared to receive documents referred to in that paragraph.
The Imemational Bureau shall publish the information so received in the
Gazene as well as information concerning the means referred 1o in paragraph
(a) by which the Intemational Bureau is prepared to receive any such document.
Paragraph (2) shall apply with respect to any national Office or intergovern-
mental organization only to the extent the said information has been so
publisked with respect 1o it. The Intemational Bureau shall publish, from time
to war, in the Gazette, changes in the information previously published.

Obvious errors of transcription may be rectified (PCT Rule
91). The Receiving Office or the International Searching Au-
thority will inform the applicant of obvious errors of transcrip-
tion using form PCT/RO/108 or PCT/ISA/216, respectively.
The form will indicate to which Authority the applicant may
request rectification of the error. In general the Receiving
Office may authorize rectification of errors in the Request only.
The International Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract or drawings.
The applicant, upon noticing an error of transcription, may
spontaneously present a request for rectification to the appro-
priate Authority. The Authority will promptly inform the appli-
cant of the authorization or the refusal to authorize the rectifi-
cation of obvious errors, The forms used by the United States
Receiving Office and the International Searching Authority for
authorization or refusal are PCT/RO/109 and PCT/ISA/217.

1845.04 Changes in Certain Indications in
the Request [R-2]

PCT Rufe 92°"
Recording of Changes in Certain Indications in the Request or
. the Demand
923 | Recording of Changes by the International Bureau
(a) The Intemational Bureau shall, on the request of the applicant or the
receiving Office, record changes in the following indications appearing in the
request or demand:
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- (i) person, name, residence, natios: Iy or address of the applicant,
(ii) poreon, name or address of the agesit, the common represenigive or
the inventor. : ~ ;
(b) The Intemational Bureau shall not record the requested chaage if the
request for recording is received by it after the expiration:
(i) of the time limit referred to in Article 22(1), where Article 39.1 is not
applicable with respect o any Contracting State
(i) of the time limit referred to in Anicle 39(1)(a), where Article 39.1
is applicable with respect to at least one Contracting State.

1860 The International Searching Authority
[R-2]

PCT Article 16
The International Searching Authority

(1) Intemational search shall be carried out by an Intemational Searching
Acthority, which may be either a nationsl Office or an intergovernmental
organization, such as the Intemational Patent Institute, whose tasks include the
establishing of documentary search reports on prior art with respect to fven-
tions which are the subject of applications.

(2) I, pending the emtablichment of s single Intemational Searching
Auihority, there ase several International Searching Authorities, each receiving
Office shall, in scoordance with the provisions of the applicable agreement
referred to in paragraph(3)(b), specify the International Searching Authority or
Authorities competent for the searching of intemational epplications filed with
such Office.

(3)e) International Searching Authorities shall be appointed by the As-
sembly. Any national Office and any intergovernmental organization satisfying
the requirements referred to in subparagraph (c) may be appointed as Interna-
tional Searching Authority.

(b) Appoinunent shall be conditional on the consent of the national
Office or intergovemmental organization to be appointed and the conclusion of
an agreement, subject to epproval by the Assembly, between such Office or
orgenization and the Intemnational Buresu. The agreement shall specify the
rights and obligations of the parties, in panicular, the formal undertaking by the
said Office or organization 10 apply and observe all the common rules of
intemational search.

(c) The Regulations prescribe the minimum requirements, particularly
as to manpower and documentation, which any Office or organization must
satisfy before it can be appointed and must continue to satisfy while it remains
appointed.

(d) Appointment shall be for 2 fixed period of time and may be extended
for further periods.

() Before the Assembly makes 2 decision on the appoinument of eny
nstionel Offtice or intergovernmenta] osganization, or on the extension of its
appoiniment, or before it allows any such appointment 10 lapse, the Assembly
shall hear the interested Office or organization and seek the advice of the
Comrmittez for Technical Cooperation referred o in Article 56 once that

Committee has been established.

PCT Article 17
Procedure before the International Searching Authorlty
(1) Procedure before the International Searching Authority shall be gov-
emed by theprovisions of this Treaty, the Regulations, and the sgreement which
the Intemstions! Bureau shall conclude, subject 1o this Tresty ond the Regula-
tions, with the said Authority.
(2)a) If the Intemational Searching Authority considers:

«that the international application relates to a subject matter which the
Intemational Searching Authority is not required, under the Regulations, to
search, and in the panticular case decides not to search, or

(ii) that the description, the claims, or the drawings, fail to comply with
the prescribed requirements to such an exient that ameaningful search could nce
be carried out,

the said Authority shall so declare and shall notify the applicant and the
International Bureau that no international search report will be established.

(b) If any of the situations referrad 10 in subparagraph (a) is found toexist
in connection with cerain claims only, the intemational search report shall so
indicate in respect of such claims, whereas, for the other claims, the said report
shall be established as provided in Anicle 18.
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(3X(=) If the Jntemationsl Searching Authority considers thet the interna-
tional spplication does not comply with the requirement of unity of invention as
set forth in the Regulations, it shall invite the applicant o pay additional fees.
The International Searching Authority shall establish the international search
reporton those pans of the international application which relate to the invention
first mentioned in the claims (“main invention™) and, provided the required
additional fees have been paid within the prescribed time limit, on those pans
of the intemational gpplication which relate toinventions in respect of which the
said fees were paid. ~

(b) Thie national lew of any designated State may provide that, where the
national Office of the State finds the invitation, referred to in subparagraph (a),
of the Intemational Searching Authority justified and where the applicant has
not paid all additional fees, those pasts of the intemational application which
consequently have not been searched shall, as far as effects in the State are
concemed, be considered withdrawn uniess a specialfee is paid by the applicant
to the national Office of that State,

PCT Rule 28
Receipt of the Search Copy by the International Searching
Authority

25.1 Notification of Receipt of the Search Copy

The Intemational Searching Authority shall prompily notify the Intema-
tional Bureau, the applicant, and ~-- unless the International Searching Author-
ity is the same as the receiving Office — the receiving Office, of the fact and the
date of receipt of the search copy.

PCT Rule 35
The Competent International Searching Authority

35.1 When Only One International Searching Awthority is Competent
Each receiving Office shall, in accordance with the terms of the applicable
agreement referred to in Article 16(3)(b), inform the International Bureau which
Intemational Searching Authority is competent for the searching of the interna-
tional applications filed with it, and the Intemnational Bureau shall promply
publish such information.
35.2 Whea Several International Searching Awthorities Are Competent
(a) Any receiving Office may, in accordance with the tenmns of the
applicable agreement referred to in Article 16(3)(b), specify several Intemna-
tional Searching Authorities:
(i) by declaring all of them competent for any international application
filed with it, and leaving the choice to the applicant, or
(ii) by declaring one ormore competent for certain kinds of international
applications filed with it, and declaring one or more others competent for other
kinds of intemational applications filed with it, provided that, for those kinds of
iniemational applications for which several International Searching Authorities
are declared to be competent, the choice shall be left to the applicant.
(b) Any receiving Office availing itself of the faculty provided in para-
graph (a) shall promply inform the Intemational Bureau, and the Intemational
Bureau shall promptly publish such information.

35 U.S.C. 362 International Searching Authority >and Interna-
tional Preliminary Examining Authority<,

>(a)< The Patent end Trademark Office may act as an International
Searching Authority >and Intemational Preliminary Examining Authority<
with respect to intemationsl applications in accordance with the terms and
conditions of an agreement which may be concluded with the Intemationa!
Bureau >, and may discharge ell duties required of such Authorities, including
the collection of handling fees and theirtransmittal to the Intemational Buresu<.

>(b) The handling fee, preliminary examinstion fee, and any additional
fees due for intemational preliminary exemination shall be paid within such
time as may be fixed by the Commissioner.<

37 CFR 1.413 The United States International Searching
Authority.

(a) Pursuant to appointment by the Assembly, the United States Patent and
Trademark Office will act as an International Searching Authority for intera-
tional applications filed in the United States Receiving Office and in other
Receiving Offices as may be agreed upon by the Cornmissioner, in accordance
with agreement between the Patent and Trademark Office and the International
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Bureau (PCT A 16Q3)0B))- : . .
{b) The Patent and Trademark Office, when acting as an International
Seatching Authority, will be identified by the full titke “United Siates Intemna-
tioaa! Searching Authority" or by the sbbreviation “ISA/US.”
(c) The major functions of the International Searching Authority include:
{1) Approving or estsbliching the title and absiract;
{2) Considering the matter of unity of invention;
(3) Conducting international and internstional-type searches and prepar-
ing intemational and inlernational-type search reports (PCT Art. 15, 17 and 18,
and PCT Rules 25, 33 to 45 and 47); and
(%) Trensmitting the intemational search report to the applicant and the

Intemnational Bureau.

TRANSMITTAL OF THE “SEARCH COPY” TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Receiving Office to
the International Searching Authority (PCT Article 12(1)), the
details of the transmittal are provided in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE INTERNA-
TIONAL SEARCHING AUTHORITY

The main procedural steps thatany international application

goes through in the International Searching Authority are the
following: .
(i) the making of the international search (PCT Article
15),and
Y (ii) the preparing of the international search report (PCT
Article 18 and PCT Rule 43).

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications filed with the U.S.
Receiving Office, the United States International Searching
Authority, which is the Examining Corps of the United States
Patent and Trademark Office, and the European Patent Office
are competent to carry out the international search (PCT Article
16, PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Trademark Office has in-
formed the International Bureau that in addition to the United
States Patent and Trademark Office, the European Patent Office
is competent as an International Searching Authority for search-
ing all kinds of international applications filed in the United
States Receiving Office on and after Oct. 1, 1982. (PCT Article

16(2) and PCT Rule 35.2(a)(i).

MATTERS TO BE CONSIDERED WHEN CHOOSING AN
INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) asan Interna-
tional Searching Authority could be an advantage to United
States applicants who designate countries for European Re-
gional patent protectionin PCT International applications for the
following reasons:

(1) Claims may be amended according to EPO searchresults
before entering the European Office as a designated Office.

(2) The EPO search fee need not be paid upon entering the
European Office as a designated Office. _

(3) The EPO searchresults may be available foruse in aU.Ss.

priority application.

1861:

(4) The EPO international search may be obtained with-
out the need for a European Professional Representative.

(5) The European Patent Office search could provide the
U.S. applicant with the benefit of a European art search (which
may be different from his own or the USPTO's search) before
it is necessary to enter the European Patent Office or other
designated Offices and usually before amendments to the U.S.
priority application are needed.*®

Some of the disadvantages that may occur due tc the Eu-
ropean Patent Office making the International Search are the
following:

(1) Additional mailing time to and from the EPO Search-
ing Authority may shorten the time for applicants to respond to
various invitations from the EPO such as for comments on
abstracts and payments of additional search fees as well as for
PCT Article 19 amendments to the claims after issuance of the
International Search Report.

(2) There may be more difiiculty in solving any proce-
dural problems between the applicant and the EPO than with the
USPTO due to physical distance and time differences.

1861 The European Patent Office as an
international Searching Autherity [R-2]

Since October 1, 1982, the European Patent Office (EPQO)
has been available as a Searching Authority for PCT applica-
tions filed in the United States Receiving Office. The choice of
Searching Authority , either the EPO or the United States Patent
and Trademark Office, must be made by the applicant on filing
the International Application. The choice of Searching Author-
ity may also be indicated on Transmittal Letter form PTO-
1382.

1t should be noted that the European Patent Office will not
search , by virtue of PCT Article 17(2)(a)(i), any international
application to the extent that it considers that the international
application relates to subject matter set forth in PCT Rule 39.1.
Furthermore, the European Patent Office is not equipped o
search computer programs.

The international search fee for the European Patent Office
must be paid to the United States Patent and Trademark Office
(USPTO) as a Receiving Office at the time of filing the inter-
national application. The search fee for the European Patent
Office is currently set under PCT Rule 16.1(b) at >1,080<*
United States dollars. The search fee will change as costs and
exchange rates require.** If exchange rates fiuctnate signifi-
cantly, the fee may change frequently, Notice of changes will
be published in the Official Gazette shortly before the effective
date of any change.

If the European Patent Office as the International Search-
ing Authority considers that the international application does
not comply with the requirement of unity of invention as set
forth in PCT Rule 13, the European Patent Office will invite
applicants to timely pay directly to it an additional search fee of
2,095 Deutsche Marks for each additional invention.

A revised fee calculation sheet (form PCT/RO/101, An-
nex) having appropriate spaces to indicate the choice of Inter-
national Searching Authority has been developed so that appli-
cants may indicate which International Searching Authority is
to make the search.
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© PCT Avticle 15
The Internstionsl Search o

(1) Each mmumd apphcmm shall be the nﬂ))ect of uncmmoml
sumh

(rd)} Tbe ob_pcuve of l.he mzemnuoml scm:h o ducover relevam prior
art.

(3) Intemational search shallbemadc on !hebam of the clalms, witk: due
regard 1o the description and the drawings (f any).

(4) The Itemationsl Searching Authority referred to in Anticle 16 shall
endeavor to discover as much of the relevant prior ant as its facilities permit, and
shall, in sny case, consult the documentation specified in the Regulations.

. {5) If the national law of the Contracting State so permits, the applicant
who files a national application with the nationai Office of or acting for sach
State may, subject to the corditions provided for in such law, reguest that s
search sirnilar to an intemnational search (“intemational-type search™) be carried
out on such application.

(b) If the national law of the Contracting Stsie so permits, the national
Office of or acting for such State msy subject any nstional application filed with
it 1o an intemationsl-type seszch.

(c) The intemusional-type search shail be carrizd out by the International
Searching Authority referred to in Anticle 16 which would be competent for an
internations] search if the national spplication were an international application
and wmﬁbdwnhthe()ffcemfemdmmwb;magmphs (a) and (b). If the
national upphmum isin alanguage which the Istematicnal Searching Author-
ity considers it is not equipped to handle, the ixtemational-type search shall be
carried out on & translation prepared by the epidicant in & 1anguage prescribed
for intemational spplications and which the Internationsal Sesrching Authority
hes undestaken to aceept for intemationsl applicaions. The national spplication
and the tranelstion, when required, shall be presenzed in the form prescribed for
intemational applications.

PCT Rule 33
Relevant Prior Art for the International Search
33.1 Relevans Prior Art for the International Search

(a) For the purposes of Article 15(2), relevant prior art shall consist of
everything which has been made available to the public anywhere in the word
by means of written disclosore (including drawings and other illustrations) and
whichiscapable of being of assistance in determining that the claimed invention
is or is not new and that it does or does not involve an inventive step (Le., tha
itis oris not obvious), provided that the making availsble to the public occurred
prior to the intemational filing date.

(b) When any written disclosure refers to an oral disclosure, use, exhibi-
tion, or other means whereby the contents of the written disclosure were made
available to the public, and such making available to the public occurred on a
date prior to the intemational filing date, the international search report shall
separately mention that fact and the date on which it occurred if the making
available o the public of the written disclosure occurred on a date posterior te
the international filing date.

{c) Any published application or any patent whose publication date is later
but whose filing date, or, where applicable, claimed priority date, is earlier than
the international filing date of the international application searched, and which
would constitute relevant prior art for the purposes of Asticle 15(2) had it been
published prior to the international filing date, shall be specially mentioned in
the intemational sesrch report.

33.2 Fields to Be Covered by the International Search

(a) The international search shall cover all those technical fields, and shail
be carvied out on the basis of all those search files, which may contain material
pertinent to the tnvention.

(b) Consequently, not only shall the art in which the invention is classift-
able be searched but also analogous arts regardless of where classified.

{c) The quesiion what aris are, in any given case, 10 be regarded as
analogous shall be considered in the light of what appears to be the necessary
essential function or use of the invention and not only the specific functions
expressly indicated in the intemational application.

(d) The intemational search shall embrace all subject matter that is
generally recognized as equivalent to the subject matier of the claimed invention
for all or cenain of its features, even though, in its specifics, the invention as
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described in the inter .. tinasl application is different.
33.3 Orientation of i, i~Sermational earch - .
(a)hwmamnlmdnﬂbﬂmdemthebuuofﬂmdmm.wuhdue
regard to the descriprion and the drewings (if eny) and with punmluunphms
on the inventive concept toward:: wwhich the claims are directed. :
(b) Insofar as possible and reasonable, the intemations! search shall cover
the entire subject matter to which the clatms are directed orto which they might
mxomblybeexpecwdtobc&madnftcrmeyblvebemmmded.

PCT Rule 34 -
Minimem Documentation
34.1 Definition

(a) The definitions contained in Article 2(i) and (ii) shall not apply
for the purposes of this Rule.

(b) The documentation referred to in Article 15(4) (‘minimum
documeniation”) shall consist of:

(i) the “national patent documents" as specified in paragraph (c),

(i) the published international (PCT) applications, the pblished regional
applications for patents and inventors’ cestificates, and the publish: 1 regional
patents end inventors’ cenificates,

(iif) such other published items of non-patent literatore a3 tie Interna-
tional Searching Authorities shall agree upon and which shall be published in
¢ list by the Intenational Buresa when agreed upon for the first time and
whenever changed.

(©) Subjecttopmgnphs (d)md (e), the"nmonalpuentdowmﬁns shnll
be the following: -

(i) the patents issued in and aftcr 1920 by France, the fom:erRewhspu
entamt of Germany, Japan, the Soviet Union, Switzerlend (in French and
German languages only), the United Kingdom, and the United States of Ames-
ica,

(ii) the patents issued by the Federal Republic of Germany,

(iii) the patent applications, if any, published in and after 1920 in the
countries referred to in items (i) and (ii),

(iv) the inventors’ certificates issued by the Soviet Union,

(v) the utility certificates issued by, and the published spplications for
utility certificates of France,

{vi)* such pateats issued by, and such patent applications published in,
zny other country after 1920 as are in the Englich, French, [or] German or
Spanish language and in which no priority is claimed, provided that the nationel
Office of the interested country sorts out these documents and places them atthe
dispassl of each Internaticnal Searching Authority.

(d) Where an application is republished once (for example, and Offenle-
gungsschrift #s an Auslegeschrift) or more than once, no Intemational Sesrch-
ing Authority shall be obliged to keep all versions in its documentation;
consequently, each such Authority shall be entitled not to keep more than one
version. Furthermore, where an application is granted and is issued in the form
of a patent or & utility cenificate (France), no International Searching Author-
ity shall be obliged to keep both the spplication end the patent or wtility
centificate (France) in its documentation; consequently, each such Authority
shall be entitled to keep either the application only or the patent or utility
cenificate (France) only.

(e)* Any Intemational Searching Authority whose official language, or
one of whose official languages, is not Japanese, Russian or Spanish is entitled
not to include in its documentation those patent documents of Japan and the
Soviet Union ar well as those patent docwnenss in the Spanish language,
respectively, for which no abstracts in the English language are generally
available, English abstracts becoming generally available afier the date of entry
into force of these Regulations shall require the inclusion of the patent docu-
ments to which the abstracts refer no later than six months after such abstracts
become generally available. In case of the interruption of abstracting services
in English in technical fields in which English ebstracts were formerly generally
available, the Assembly shall take appropriate measures 1o provide for the
prompt restoration of such services in the said fields,

(f) For the purposes of this Rule, applications which have only been laid
open for public inspection are not considered published applications.

¢ The words printed in italice in paragraphs (c)}{vi) and (¢) of Rule 34,1 will became
applicable at the seme time that the PCT will enter into force in respect of the country
which, among the Spenish-speaking countries, is the first to ratify or saccede tothe PCT.
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PCT Rule 36 _
Mieimuem Requirements for Internationsl Searching Authorities
38.1 Definition of Minimum Requirements
The minimum requirernents referred to in Anicle 16(3)c) shall be the
following: ‘

{1) the national Office or intergovernmental organization must have at
least 100 full-time employees with sufficient technical qualifications 1o carry out
searches;

(if) that Office or organization must have in its possession at least the
minimum documentation referred to in Rule 34, properly armanged for search
purposes;

(iii) that Office or organization must have a steff which is capable of
searching the required technical fields and which has the langusge fecilities to
understand @t lesst those languages in which the minimum documentation
referred to in Rule 34 is wrilten or is translated.

PCT Rule 39
Subject Matter under Article 17(2)(a)(f)

39.1 Definition

No International Searching Authority shall be required to search an
imsernational application if, and to the extent to which, its subject maner is any
of e following:

() scientific and mathematical theories,

(ii) plent or animal varieties or essentially biological processes for the
prodaction of plants and animals, other than microbiological piocesses and the

products of such processes,
(iif) schemes, rules or methods of doing business, performing purely

mental acts or playing gemes,

(iv) methods for treatment of the human or animal body b surgery or
thesspy, a8 well as diagnostic methods,

{v) mere presentations of information,

{vi) computer programs to the extent that the Intemational Searching

Anhority is not equipped to search prior art conceming such programs.

PCT Administrative Instructions Section 501
Corrections Submitted to the International Searching Authority
Concerning Expressions, etc., Not to be Used in the
Internstional Application

Where the applicant submiis corrections to the International Searching
Awhority aimed at complying with the prescription of Rule 9.1, that Authority
thall ransmit copies of such corrections to the receiving Office and the
Intemational Bureau.

The objective of the internaiional search is to discover
relevant prior art (PCT Arnticle 15(2)). “Prior art” consists of
everything which has becn made available to the public any-
where in the worid by means of written disclosure (including
drawings and other illustrations); it is “relevant” in respect of the
international application if it is capable of being of assistance in
determining that the claimed invention is or is not new and that
the claimed invention does or does notinvolve an inventive step
(i .e., that it is or is not obvious), and if the making available to
the public occurred prior to the international filing date, for
further details see PCT Rule 33. The international search is made
on the basis of the claims, with due regard to the description and
the drawings (if any) contained in the international application
(PCT Article 15(3)).

' DOCUMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must endeavor to
discover as much of the relevant prior art as its facilities permit
(PCT Article 15(4)), and, in any case, must consult the so-called
“minimum documentation” (PCT Rule 34).

1863

CERTAIN SUBJECT MATTER NEED NOT BE
SEARCHED

No International Searching Authority is required to per-
form an intemational search where the international applica-
tion relates to any of the following subject matters:

(i) scientific and mathematical theories,

(ii) plant or animal varietics or essentially biological proc-
esses for the production of plants and animals, other tuan
microbiological processes and the products of such processes,

(iii) schemes, rules or methods of doing business, perform-
ing purely mental acts or playing games,

(iv) methods for treatment of the human or a:imal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentation of information, and

(vi) computer programs to the extent that it, the said Au-
thority is not equipped to search prior art (PCT Article
17(2)(a)(i) and PCT Rule 39).

The applicant planning to file an intemational application
may be well advised not to file one if the subject matter of the
application falls into one of the above mentioned areas; if he or
she still does file, the ** Iniernational Searching Authority
may declare that it will not establish an international search
report. It is to be noted nevertheless that the lack of the
international search report in such case will not have, in itseif,
any influence on the validity of the international application
and the latter’s processing will continue, including its commu-
nication to the designated Offices.

>The USPTO has declared that it will search and examine
ininternational applications all subject matter searchedand ex-
amined in U.S. national applications.<

NO SEARCH REQUIRED IF CLAIMS ARE UNCLEAR

If the International Searching Authority considers that the
description, the claims, or the drawings fail to comply with the
prescribed requirements to such an extent that a meaningful
search could not be carried out, it may declare that it will not
establish a search report (PCT Article 17(2)( a) (ii) and (b)).
Such declaration may also be made in respect of some of the
claims only. This may be particularly the case where the
description or the claims are unclear. The lack of the interna-
tional search report will not, in itself, have any influence on the
validity of the international application and the latter’s process-
ing will continue, including its communication to the desig-
nated Offices. Where only some of the claims are found to be
‘“unsearchable,” the International Searching Authority will not
search them, but will search the rest of the international appli-
cation. Any unsearched claims will be indicated in the Search
Report.

1863 The International Search Report
[R-2]

PCT Article 18
The Internatlonal Search Report
(1) The intemnstional search report shall be established within the
prescribed time limit and in the prescribed form.
(2) The international search report shell, as soon as it has been estab-
lished, be transmitted by the International Searching Authority 1o the applicant
and the International Bureav.
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(3) The imemationsl search report or the declaration referred to in Article
17(2)(a) shall ba translated s provided inthe Regulations. The translations shall
be prepared by or under the responsibility of the Intemational Bureau.

. PCT Ruile 37 .
- Mlsslng or Defective. Tltle

37.1 Lack of Tirle S

If the international am)hcaum does not oonum a uv.lc and the receiving
Office has notified the International Searching Authority that it has invited the
applicant 1o correct such defect, the Interationsl Searching Authority shall
proceed with the ireermationsl search unless end uniil it recgives notification thas
the said application i3 considered withdrawn.
37.2 Establishment of Title

If the internstional application does not contain 2 title and the International
Searching Authority has not received a notification from the receiving Office to
the effect that the applicant has been invited o fumish a title, or if the said
Authority finds that the tile does not comply with Rule 4.3, it shall itself
establish a title.

PCT Rule 38
Missing Abstract

38.1 Lack of Abstract

If the international application does noi contain an abstract and the
receiving Office has notified the Intemational Searching Authority that it has
invited the applicant 1o correct such defect, the Intemnational Searching Author-
ity shall proceed with the international search unless and until it receives
notification that the said application is considered withdrawn.
38.2 Esinblishment of Abstract

(2) If the intemational application does not contain an sbstract and the
Intemational Searching Authority has not received a notification from the
receiving Office 1o the effect that the applicant has been invited to fumish an
abstract, or if the said Authcrity finds that the abstract does not comply with Rule
8, it shall itself establish an abstract (in the language in which the international
application is published). In the latter case, it shall invite the applicant to
comnment on the abstract establigshed by it within one month from the date of the
invitation.

(b) The definitive contents of the abstract shall be detennined by the
International Searching Authority.

PCT Rule 43
The Internatlonal Search Report

43.1 [dentifications

The international search report shall idcatify the International Searching
Authority which established it by indicating the name of such Authority, and the
international application by indicating the international application number, the
name of the spplicant, the name of the receiving Office, and the international
filing date.
43.2 Dates

The international search report shall be dated and shall indicate the date
on which the intemational search was actually completed. It shall also indicate
the fifing date of any earlier application whose priority is claimed.
43.3 Ciassification )

(a) The intemnational search report shall contain the classification of the
subject matter at least according to the Intemnational Patent Classification.

(b) Such classification shall be effected by the Intemational Searching
Authority.
43.4 Language

Every international search report and any declaration made under Article
17(2)(a) shall be in the language in which the intemational application to which
it refates is published.
43.5 Citations

(2) The international search report shall contain the citations of the
documents considered to be relevant,

(b) The method of identifying any cited document shall be regulated by the
Administrative Instructions.

(c) Citations of particular refevance shall be specially indicated.

(d) Citations which are nol relevant to all the claims shall be cited in
relation to the claim or claims to which they are relevant.

(e) If only cestain passages of the cited document are relevant or particu-
larly relevant, they shall be idemtified, for example, by indicating the page, the
column, or the lines, where the passage appears.
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43.6 Fields Searched

... {a) The international search tepon shall hst the classification identifice-
tion of the fields searched. If that idemtification is effected on the basis of a
classification other then the Intemational Patent Classnﬁcauon. the Interna-
tional Searching Authority shall publish the classification used.

(b) If the intemational search extended to patents, inventors' centificates,
tmlxxy cemﬁcates tility models, patents or centificates of aadmon. inventors’
cenificates of addition, wiility centificates of addition, or published apphcntlons
for any of those kinds of protection, of States, periods, or languages, not
included in the minimum docurmentstion as defined in Rule 34, the international
search report shall, when practicable, identify the kinds of documents, the
States,the periode, and the languages o which it extended. For the purposes of
this paragraph, Arnticle 2(ii) shail not apply.

43.7 Remarks Concerning Urity of Invention

If the applicant paid acditional fees for the internatiopal search, the
iniemational search repont shall so indicate. Furthermore, where the intema-
tional search was made on the main invention only (Article 17(3)(2)), the
inemational search report shall indicate what parts of the international applica-
tion were and what parts were not searched.
43.8 Signature

The intemational search report shall be signed by an authorized officer of
the Intemational Searching Authority.
43.9 No Other Matter

The intemnational search report shall contsin no matier other than that
enumerated in Rules 33.1(b) and {c), 43.1, 2,3, 5, 6,7 and 8, and 44.2(a) and (b),
and the indication referred 10 in Articie 17(2) (b). In particalar, it shall contain
no expressions of opinion, ressoning, arguments, or explanauons
43.10 Form

The physical requirements as to the form of the intemational search report
shall be prescribed by the Administrative Instructions.

PCT Rule 44
Transmittal of the International Search Report Ete.
44.1 Copies of Report or Declaration

The International Searching Auihority shall, onthe same day, transmit one
copy of the intemnational search report or the declaration referred to in Article
17(2)(2) to the International Buresu and one copy to the applicant.

44.2 Title or Abstract

(2) Subject to paragraphs (b) and (c), the international search report shall
either state that the Intemational Searching Authority approves the title and the
abstract as submitted by the applicant or be accompanied by the text of the title
and/or abstract as established by the International Searching Authority under
Rules 37 and 38.

(b) If, at the time the intemnational search is completed, the time limit
allowed for the applicant to comment on any suggestion of the International
Searching Authority in respect of the abstract has not expired, the intemational
search report shall indicate that it is incomplete as far as the abstract is
concerned.

(c) As soon as the time limit referred to in paragraph (b) has expired, the
Intemational Searching Authority shall notify the abstract approved or estab-
lished by it to the Intemational Bureau and to the applicant.

44.3 Copies of Cited Documents

(a) The request referred to in Article 20(3) may be presented any time
during seven years from the intemational filing date of the international
application to which the intemational search report relates,

(b) The Intemnational Searching Authority may require that the pary
(applicant or designated Office) presenting the request pay to it the cost of
preparing and mailing the copies. The level of the cost of preparing copies shall
be provided for in the agreements referred to in Article 16(3)(b) between the
Intemational Searching Authorities and the Intemational Bureau.

(c) Any Intemational Sc=-ching Authority not wishing to send copies
direct 1o any designated Office shall send a copy to the Intemational Bureau and
the International Bureau shail then proceed as provided in paragraphs (8) and
®).

(d) Any intemnational Searching Authority may perform the obligations
referred to in (a) to (c) through another agency responsible to it.

PCT Administrative Instrucilons Section 503
Method of [dentifying Decuments Cited in the International
Search Report
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Identification of any document cited in the intemational search report
referred in Rule 43.5(b) shall be made by indicating the following elements inthe
onder in which they are listed:

(=) In the case of any patent document (patent documents being patents
within the meaning of Aricle 2(ii) as well es published applications relating
thereto: - oo :

(i) the Office that issued the document, by the two-letter code as in Annex

(i) the kind of document, by the appropriate symbols as in > the Standard
Code for Identification of Different Kinds of Patznt Documents. Published in
WIPO Handbook on Patent Information and Documentation, Volume 1, Part 3,
Siandards-ST.16.

(iii)) the number of the document as given 1o it by the Office that issued it
(for Japanese patent documents the indicaticn of the year of the reign of the
Emperor must precede the serial number of the patent Gocument);

(iv) the name of the patentee or applicant (in capital letters, where
appropriate abbreviated);

(v) the date of publication of the cited patent document as indicated
thereon; and )

(vi) where applicable, the pages, columins or lines where the relevant
passages appear, or the relevant figures of the drawings,

(The following example illustrates the citation of a patent document
according to paragraph (a) above:

JP, B, 50-14535 (NCR CORPORATIOX) 28 May 1975 (28.05.75), sce
column 4, lines 3 to 27).

(b) In the Case of any Book or Other Separately Issued Publication:

(i) the name of the author;

(if) the title (including, where applicable, the number of the edition and/or
volume);

(iii) the year of publication {when this coincides with the year of the
international epplication or of the priority claim, the Intemational Searching
Authority shall endeavor to determine the menth and, if necessary, the day of
publication and to indicate these data in the international search report);

(iv) the name of the publisher;

(v) as far as available, the place of publication (where only the location of
the publisherappears onthe book or other separately issued publication, then that
location shall be indicated as the place of publication); and

(vi) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of a book or other separately
issued publication according to paragraph (b) above:

H. Walton, “Microwave Quantum Theory,” Volume 2, published 1973, by
Sweet and Maxwell (London), see pages 138 10 192, especially pages 146 10
148.)

(c) Inthe case of any article published in a periodical or other serial
publication:

(i) the title of the periodical or other serial pablication;

(if) the number of the volume and the date of the issue in which the article
appears;

(iii) as far as available, the place of publication (where only the location of
the publisher appears in the periodical or other serial publication, then that
location shall be indicated as the place of publication),

(iv) the author and the title of the article and the number of the page both
on which the article starts and ends; and

(v) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of an article published in a
periodical or other serial publication according to paragraph (c) above:

IBM Technical Disclosure Bulletin, Volume 17, No. 5, issued October
1974 (Armonk, New York),J. G. Drop, “Integrated Circuit Personalization atthe
Module Leve!” see pages 1344 and 1345.)

(d) I the case of abstracts:

(i) the identification of the document containing the abstract in the manner
set forth in paragraphs (a), (b) and (c) respectively, depending upon whether the
abstract is contained in a patent document, in 2 book or other separately issued
publication, or in an article published in a periodical or other serial publication;

(ii) in the case where the abstractis not published together with the full text
document which served as its hasis, the identification of both abstract and full
text document on the basis of whatever bibliographic data may be available in
respect thereto.

(The following example illustrates the citation of an abstract according to
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paragraph (d) (ii) above:

Chemical Abstracts, Volume 75, No. 20, issued 15 November
1971(15.11.71) (Columbus, Ohio, USA), D. I. Shewlov, “Surface Effects
During Mental Fatigue,” see page 163, column 1, the abstract No. 120718k,
Fiz.-Khim. Mekh. Mater. 1971, 7(2), 7-11(Russ).)

) PCT Administrative Instructions Section 504
Classification of the Subject Matter of the International
' ‘Application

(a) Where the subject matter of the international application is such that
classification thereof requires more than one classification symbol according
to the principles to be followed in the application of the Intemational Patent
Classification to any given patent document, the international search report
shall indicate all such symbols.

(b) Where any naticnal classification system is used, the intemnational
search report may indicate all the applicable classification symbols also
according to that system.

(c) Where the subject matter of the international application is classified
both according to the International Patent Classification and to any national
classification systemn, the intemational search report shall, wherever possible,
indicate the corresponding symbols of both classifications opposite each other.

PCT Administrative Instructions Section 505
Indication of Citations of Particular Relevance in the
International Search Report

(2) Where any document cited in the intemational search report is of
particular relevance, the special indication required by Rule 43.5(c) shall
consist of the letter(s) “X" and/or “Y" placed next to the citation of the said
document.

(b) Category “X" is applicable where a document is such that whentaken
alone, a claimed invention cannot be considered novel or cannot be considered
10 involve an inventive step.

(c) Category “Y" is applicable where a document is such that a claimed
invention cannot be considered to involve an inventive step when the document
is combined with one or more other such documents, such combination being
ubvious to a person skilled in the art.

PCT Administrative Instructions Section 507
Manner of Indicating Certain Special Categories of Documents
Clted in the International Search Report

(a) Where any document cited in the intemnational search report refers to
an oral disclosure, use, exhibition, or other means referred to in Rule 33.1(b),
the separate indication required by that Rule shall consist of the letter “O”
placed next to the citation of the said document.

(b) Where any document cited in the international search report is a
published application or patent as defined in Rule 33.1(c), the special mention
required by that Rule shall consist of the letter “E” placed next to the citation
of the said document.

(c) Where any document cited in the intemational search report is not
considered tobe of particular relevance requiring the use of categories X" and/
or“Y" but defines the general state of the art, it shall be indicated by the letter
*A” placed next to the citation of the said document.*

* (see ITI, 3.14 of the Guidelines for Intemnational Search to be Carried

Out under the PCT)

(d) Where any document cited in the intemational search repont is a
document whose publication date occurred earlier than the intemational filing
date of the intemational application, but later than the priority date claimed in
that application, it shall be indicated by the letter “P* next to the citation of the
said document.

(¢) Where any document cited in the intemational search repon is a
document whose publication date occurred after the filing date or the priority
date of the international application and is not in conflict with the said
application, but iz cited for the principle or theory underlying the invention,
which may be useful for a better understanding of the invention, or is cited to
show that the reasoning or the facts underlying the invention are incorrect, it
shall be indicated by the letter *T” next to the citation of the document.

(f) Where in the international search report any document is cited for
reasons other than those referred to in paragraphs (2) to (e), for example:

— a document which may throw doubt on a priority claim,**

— a document cited 1o establish the publication date of another cita-
lioﬂ“.
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INTERKATIONAL SEARCH REPORT

Agprdicant's or Agent's Fils Reference 1©
IBEUTIFICATION OF INTERNATIOKAL APPLICATION CHC-123

intsrngtiongt Applicetion No. ! tnternctionsl Fding Date !

PCT/USB7/88888 06 July 1987 (06.07.87)

Brictity Dete Claimen

Racgiving Office ©
RO/US 15 July 1986 (15.07.86)
Apsheant?
Columbia Marine Corporation
LD CERTAIN CLAIMS WERE FOUND URBEARCHABLE 1° (Ob j en ! f shoet (2))
1 [ B umivy OF INVENTION 18 LACKING :: (O on euppl ! ahast ()
. Tivig, ABSTRACT AND FIGURE OF BRAWING
1. Tes felipwing indicated tteme ere 2pp g ae i oy the ;e
(R Yo [ Asbewact
2. The terts egteblishad by this Internationsl Searcreng Authority of the following indicsted Reme are set (orth balow:
) Tuwe.
g Abatrect.

A wind vane steering gear (10) for a sailboat (1)
comprising a bracket (11) adapted for attachment to the
bow of the sailboat for pivotally supporting a forward

rudder (12), and a wind vane (42) adjustable to different

positions by means of an actuating member (65) to control

the position of the rudder.

G Tert of the sb inued on supph 1 shest (1)
3. ¢ O The definite te of the eb ere blished by this Intemetions! Beerching Authority es proposed in
torin PCT/IGA/204 previously sent 1o the eppli
& ) This report ls incomplate as fer 88 the sbeiract is concemed oe the time limit for by the eppll on tha
droft propared by this International Searching Authority has not exdived. ’
4 ure w be published with the atistreet ¢
FiwnNo.__.l__...._____ ] fdane of the figures.
3 tacouse the spplicent falled to suggest & figure
I becsuse this figure batter charecterizes the invention. ©
Eee notet oh BCCOMBETYIRG ehaet

Ferm PCTYNGA/210 (Giret sheot) (May 1886}
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Internationa! Agplication No. PCT/USET7 /888888

FURTHER (HFORMBATION CONTINUEDR FROM THE SECOND EHEET

!

V.D OBSERVATIONG WHERE CERTAIN CLAIMG WERE FOUND UNGEARCHABLE '°

Thig internatiens’ sesrch report has not been ezlablished in respect of cerigin claifms unger Article 17(2) (a) for the fgllowing ressons.:

1.!:] Ctairm numpers . because they refate to subject metier 3 Rot required to be hed by this Authority, y:

2[:{ Claim rumbers . « bacause they relate to parte of the internatione! application that de not ply with the p ibad cequire-
men!g 1c such an exten! that no meeningiu! int rnelionel sgerch cen be carried out 13, specifically:

viTE OBSERVATIONS WHERE URITY OF INVENTION 15 LACKING i1

Toug Interngtionsl Seerching Authority found mut i i in thie intarnational lication a¢ follows:
I. Claims 1-5 drawn to a sailboat self-steering gear.
I7. Claims 6-8 drawn to a compass with an alarm to indicate

deviation from a planned course.
licent, this international search teport covers ell esarchable cleims

1.@ A3 sli required additionel gearch fees were timely paid by the
of the internations} epplication,

2,'—3 As only some ©f the required additional seerch fees were timel; peid by the applicant, this interngtional eeerch report covers only
those clesms of the intarnationsl applicetion ‘or which fees were psid, epacifically claims:

3] Mo ceauired sz ditions sesrch fees were timely poid by the eppli ¢ Iy, this | lona} search raport s restricted to
1he invent:on first mentioned in the ciaims; 8 is covared by cleim aumbers:

4] ag s searchableclaims could be searched witt.out effort justdying en add 1 fge, the Inter | Searching Authority did not

invite gayment o! any eddionsl lee.

Pemare on Profest

T Tne sdational sesrch faes wers accompanied by epphcant’s protest.

(S

[T] #o protest sccompsnied the payment of sdditona! search fees.

Form ECTNSA/210 (supploments! sheet (2) (May 1866)
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lNTERNATlONAL SEARCH REPQRT .
"international Application No BCT/US87/68888

i CLASSIFICATION OF SYBJECT MATTER (i several classificaiion symbols apply, Incicate aff) 3
A:corzng to International Patent Cisssification (iPC) or to both Netionsl Clagsification ang IPC

IPC" B63H 25/02 // B63H 25/04

U.S. Cl. 114/144C

Il. FIELRS SEARCHED

¥hnimum Documentation Seerched ¢

Classification System | Cisesification Symbols

U.S. Cl. . 144/144C, 144R, 39

Documentstion Searched other than Minimum Documentetion
{0 the Extent tha! such Dacuments gre Inciuded in the Figlds Seerched ¢

. DOCUMENTS CONSIDERED YO BE RELEVANT 1¢
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wch document ghail be indicated by the letier “L” next to the citation of
the docusnent and the reason for citing the docunent shall be given. :
®% (see VI, 4.3 of the Guidelines for Intemational Search to be Carried On

under the PCT)
*e¢ (gee VI, 6.2 of the Guidelines for Intemationsal Search o be Camed

Owt underthe PCT) ..

Q)Whmadocmmlunmmxbadapﬂaufmdy“” it shall,
whenever feasible, be meniioned in the internationsl search report in addition
to the one cited belonging as well to this family end should be preceded by the
sign smpersand (&). Members of & patent family may also be mentioned on a
separate sheet, provided that the family to which they belong shall be clearly
identified and that any toxt matter on tha sheez, if not in the English Ianguage,
shall alzo be fumnished to the International Bureau in English Translation.

(&) A dociznent whoee contents have not been verified by the search
examiner but are believed to be substantially identical with those of another
document which the search examiner hss inspected, may be cited in the
international search repont in the sbove mentioned manner indicated for patent
family merabers in the first sentence of paragraph (g) #+*%*.

088 (coe VI, 3.2 of the Guidelines for International Search to be Carried

Ouwt under the PCT)
“eoes (gop V], 5.2 of the Guidelines for Interational Search to be Carried

Out under the PCT)

PCT Administrative Instruction Section 508
Manner of Indicating the Claims to which the Documents Clted
in the Intermationsl Search Report Are Relevant
The claims to which cited documents are relevant shall be indicated by
placing in the appropriate column of the international search report:

(i) wheye the cited document is relzvant to one claim, the number of that
claim; for examnple, (2) or (17);

(i) where the cited document is relevant 1otwo or more claims numbered
in consecutive order, the number of the first and last claims of the series
connected by a hyphen; for example, (1-15) or (2-3);

(iii) where the cited document is relevant o two or more claims that are
not numbered in consecutive order, the number of each claim placed in
ascending order and separated by & comma or commas; forexample(1,6)or (1,
7. 10);

(iv) where the cited documest i3 relevant 1o more than one series of
claims under (if) ebove, or to claims of both categories (ii) and (iii), above, the
series or individual claim numbers and series placed in ascending order using
commas to separate the szveral series. or to separate the numbers of individual
claims and each series of claims; for examgle (1-6,9-10,12-15)or (1, 3-4, 6, 9-
11).

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT Rule 43) contains,
among other things, the citations of the documents considered
to be relevant (PCT Rule 43.5 and Administrative Instructions
Section 503), the classification of the subject matter of the
invention (PCT Rule 43.3 and Administrative Instructions Sec-
tion 504) and an indication of the fields searched (PCT Rule
43.6). Citations of particular relevance must be specially indi-
cated {Administrative Instructions Section 505); citations of
certain specific categories of documents are also indicated
(Administrative Instructions Section 507); citations which are
notrelevanttoall the claims must be cited in relation to the claim
or claims to which they are relevant (Administrative Instruc-
tions Secticn 508); if only certain passages of the cited docu-
ment are particularly relevant, they must be identified, for
example, by indicating the page, the column or the lines, where
the passage appears. The international search report form, PCT/
IS4.210 appears in> MPEP<§ 1865. Itis important to note that
an i1.»»mational search report must not contain any expression
of opinion, reasoning, argument or explanation of any kind

1800-57

1867

whatsoever relating to patentability,

TRANSMITTAL OF THE INTERNATIONAL SEARCH
REPORT

The United States International Searching Authority trans-
mits, on the same day, a copy of the international search report
or, where no search report is established, the declaration to that
effect, to the applicant and the International Bureau (FCTAr-
ticle 18(2) and PCT Rule 44.1). The International Burean uses
the search report for publication and communication to the
designated Offices.

TITLE OF THE INVENTION OR ABSTRACT MISSING
OR DEFECTIVE

If the tide of ike invention or the abstract are missing or
defective, the Intemational Searching Authority will establisha
proper title or abstract. When the International Searching Au-
thority finds that the abstract is defective, it will prepare a new

"abstractand allow the applicant 30 days tocomment. For further

details, see PCT Rules 37, 38, and 44.2

1865 Time Limit for Establishing the
International Search Report [R-2]

PCT Rule 42
Time Limit for International Sesrch

42.1 Time Limit for International Search

The time limit for establishing the international search report or the
declaration referred 10 in Article 17(2)(a) chall be three months from the receipt
of the search copy by the Intemational Searching Authority, or nine months
from the priority date, whichever time limit expires later.

The international search report must be established within
three months from the receipt of the search copy by the Interna-
tional Searching Authority, or within nine months from the
priority date (for the definition of “pricrity date”, see PCT
Article 2(xi)), whichever time limit expires later (PCT Article
18(1) and PCT Rule 42).

1867 Refund of International Search Fee

37 CFR 1.446 Refund of [nternatfonal appifcation filing and
processing fees.

(a) Money paid for intemational application fees, where paid by actual
mistake or in excess, such as a payment not required by law or Treaty and its
Regulations, will be refunded.

(b) [Reserved)
(c) Refund of the supplemental search fees will be made if such refund is

determined to be warranted by the Commissioner or the Commissioner’s

designee acting under PCT Rule 40. 2(c).
{d) The intemational and search fees will be refunded if no intemational

filing date is accorded (PCT Rules 15.6 and 16.2).

Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner of
Patents and Trademarks or his designee acting under Rule
40.2(c).

Rev. 5, July 1987
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1868 Unity of Invention before the
International Searching Authority [R-5]

‘ PCT Rule 40
Lack of Unity of Invention (International Search)

40.1 Irvitation to Pay

The invitation to pay sddirioral fees provided for in Article 17(3)(2) shall
specify the reasons for which the intemations] application is not considered ag
complying with the requirement of unity of invention and shell indicate the
amount 1o be paid.

40.2 Additional Fees i

(2) The amount of the edditional fee due for searching under Article
17(3)z) shatl be determined by the competeat Intemational Searching Author-
ity.

(b) The additional fee due for searching under Anicle 17(3)(a) shall be
payable direct to the International Searching Authority.

{c) Any applicant mey pay the additional fee vnder protest, that is,
accompanied by a ressoned matement to the effect the the internationz]
application complies with the requirement of unity of invention or that the
amount of the required additionsl fee is excessive. Such protest shall be
examined by a three-membes board or other special instance of the Inteinational
Searching Auothority or any competent higher authority, which, tothe extent that
it finds the protest justifizd, shall order the total or partial reimbursement to the
applicant of the additional fee. On the request of the applicant, the text of both
the protest and the decision thereon shall be notified to the designated Offices
together with the interastionsl sesrch report. The applicant shall submit any
translation thereof with the fumishing of the translation of the intemational
application required under Article 22.

(d) The three-member board, special instance orcompetent higher author-
ity, veferred to in paragreph (c), shall not comprise any person who made the
decision which is the subject of the protest.

40.3 Time Limit

The time limit provided for in Article 17(3)(a) shall be fixed, in each case,
according to the circumsiances of the case, by the Intemationsl Searching
Authority; it shall not be shorer than 15 or 30 days, respectively, depending on
whetherthe applicant’s address is in the same country as or in a different country
from that in which the International Searching Authority is located, and it shall
not be longer than 45 days, from the date of the invitation.

PCT Administrative Instructions Section 502
Protest Agalnst Payment of Additlonal Fee and Decision
Thereon

The Intemational Searching Authority shall transmis to the applicant, at
the latest together with the international scarch report, any decision which ithas
taken under Rule 40.2(c) on the protest of the applicant against the payment of
the additional fee. At the same time, it shall transmit to the Intemational Bureau
a copy of both the protest and the decision thereon, &s well as any request by the
applicant to forward the texts of both the protest and the decision thereon to any
of the designated Offices.

37 CFR »1.476<* Determination of unity of fnvention before
the international searching authority.

(a) Before estzblishing the intemnational search report, the Intemnational
Searching Authority will determine whether the intemational application com-
plies with the requirement of unity of invention as set forth in PCT Rule 13 >(see
§1.475(f) and §1.475.<

(b) If the Intemations] Searching Authority considers that the interna-
tional application does not comply with the requirement of unity of invention,
it shall inform the applicant sccordingly and invite the payment of additional
fees (note §1.445 and PCT An. 17(3)(a) and PCT Rule 40). The applicant will
be given a ime period in accordance with PCT Rule 40.3 to pay the additional
fees due.

(c) In the case of non-compliance with unity of invention and where no
additional fees are paid, the intemational search will be performed on the
invention first mentioned (“msin invention™) in the claims.

(d) Lack of unity of invention may be direcily evident before considering
the claims in relation to any prior an, or afier taking the prior an into
consideration, 88 where 2 document discovesed during the search shows the
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investion claimed in a generic or linking daim lacks novelty or is cleady
o!nia:s.h.vingtwoormmchim'jofmedwctebywithouuemmm
tive concept. In such & case the Intemational Searching Authority may raise the

objeam of lack of unity of i mvenuon

37 CFR 1.477 Protest to Iack of unity of lnvenllon before the

Internationsl Searching Authority.

{8) If the spplicant disagrees with the holding of lack of unity of invention
by the Intemational Searching Authority, additional fees may be peid under
protest, sccompanied by s request for refund and » statement seiting forth
reasons for disagreement or why the required additional fees sre considered
excessive, or both (PCT Rule 40.2(c)).

{5} Protest under paragraph (s) of this section will be examined by the
Cormmissioner or the Commissioner’s designee. Inthe event that the applicant’s
protest is Getermined to be justified, the additional fees or s portion thereof will
be refunded.

(¢} An applicant who desires that & copy of the protest and the decision
thereon scoompany the intemationzal search report when forwarded to the
Designated Offices, may notify the International Searching Authority to that
effect amy time priorto the issuance of the intemational search report. Thereaf-
tez, such notification should be direcied 1o the Intemationsl Bureau (PCT Rale
402(c)).

THE REQUIREMENT FOR “UNITY OF INVENTION”

Any international application must relate to one invention
only or 1o a group of inventions so linked as to form a single
general inventive concept (PCT Article 3(4)(iii) and 17(3)(a),
PCT Rule 13.1, and 37 CFR 1.481). The construction of this
principle is laid dowa in PCT Rule 13.2, 13.3, and 13.4.
QObservance of this requirement is checked by ihe International
Searching Authority and may be relevant in the national (or
regional) phase.

>The decision in Caterpillar Tractor Company v. Commis-
sioner of Patents and Trademarks, 231 USPQ 590 (E.D. Va.
1986) held that the Patent and Trademark Office interpretation
of 37 CFR 1.141(b)(2) as applied to unity of invention determi-
nations in international applications was not in accordance with
the Patent Cooperation Treaty and its implementing regula-
tions. In the Caterpillar international application, the USPTO
acting as an Iniernational Searching Authority, had held lack of
unity of invention between a set of claims directed to a process
for forming a sprocket and a set of claims drawn to an apparatus
(die) for forging a sprocket. The court stated that it was an
unreasonable interpretation to say that the expression "specifi-
cally designed” as found in PCT Rule 13.2(ii) means that the
process and apparatus have unity of invention if they can only
be used with each other, as set forth in the Manual of Patent
Examining Procedure (MPEP) § 806.05(¢).

Therefore, when the Patent and Trademark Office consid-
ers international applications as an International Searching
Authority, as an International Preliminary Examining Author-
ity, and during the national stage as a Designated or Elected
Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2 will be
followed when considering unity of invention of claims of
different categories without regard to the practice in national
applications filed under 35 U.S.C. 111. No change is made in
restriction practice in United States national applications filed
under 35 U.S.C. 111 outside the PCT. No change in practice is
being made inregard toclaims of the same category of invention
either in PCT international applications or in U.S. national
applications.

Inappling PCT Rule 13.2 tointernational applications asan
International Searching Authority, an International Preliminary
Examining Authority and to national stage applications under
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35U.8.C. 371, examiners should consider for unity of invention
all the claims to different categories of invention in the applica-
tion and permit retention in the same application for searching
and/or preliminary examination, claims to the categories which
meet the requirements of any one of PCT Rule 13.2(i) to (ii).

The examiner should also permit in the same international
or national stage application the following two combinations:

(1) An independent claim for a givea product and an
independent claim for a process specially adapted for the
manufacture of said product.

(2) An independent claim for a given product and an
indepsndent claim for a process of using the said product.

If anapplicaiion contains acombination of categories of the
claims which do not fall within one of the combinations of PCT
Rulel3.2() to (iii) or additional combinations (1) or (2) above,
i.e., they claim more or less categories of invention than permit-
ted in any one of PCT Rule 13.2(i) to (iii) oz combination (1) or
(2) above, unity of invention may not be present.

Further, an independent claim fora usz in PCT Rule 13.2(i)
and combination (2) above will be construed as being limited to
a claim directed to a process of using. In determining unity of
invention under PCT Rule 13.2(i) and (iiiy and combination (1)
above, under the rules, the examiner should consider the word
"specially” which appears before "adapted” to be an emphasis
word rather than a limitation. In determining unity of invention
under PCT Rule13.2(ii), the examiner should consider the word
"specifically” which appears before "designated” to be an
emphasis word rather than a limitation.

If an application includes claims to ali the categories of
invention set forth in any one of PCT Rule 13.2(1), (i), (iii),
combinations (1) or (2) above and no additional categories of
invention are present, unity of invention may exist and no addi-
tional fees should be required or restriction requirement made,
subject to the folowing guidelines.

For example, if an application contained claims to only a
process for the manufacture of a product and claims to a use of
a product znd no product claim is present, there will be lack of
unity of inveniion since the provisions of Rule 13.2(i) do not
apply because claims to all categories of invention set forth in
PCT Rule 13.2(i) are not included in the application and the
process for manufacture of a product is independent of the use
of the product since neither is dependent on the other. Also, if
claims to all three categories of PCT Rule 13.2(i) were present
at the time of the first Office action in a national stage applica-
tion and all the product claims are rejected in the first Office
action, a requirement for restriction could also be made, if
appropriate, in view of independent inventions being in the
application without an allowable linking (product) claim.

Where claims toacategory of invention in addition to those
listed in any one of PCT Rule 13.2(i), (ii), (iii) or combinations
(1)or(2) above are included in an application, unity of invention
may be lacking between the claims drawn to the combination of
the categories of invention set forth in any one of PCT Rule
13.2(i), (ii), (iii) or combinations (1) or (2) above, and the claims
to the additional category of invention. For example, if an
application contains claims to a process for manufacture, claims
to an apparatus or means for carrying out the process and claims
to a process of using the product manufactured, there could be
lack of unity of invention. In such a situation the examiner
should group the claims to the process for manufacture and the
claims for an apparatus or means for carrying out the process

1800-59
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- because unity of these two categories exisis under PCT Rule

13.2(i). The claims to the ase of the product can be separately
grouped if the "use™ is shown to be "independent and distinct”
of both the "process for manufacture” and the "apparatus or
means for carrying out the process” as provided in Chapter 800
of the Manual of Patent Examining Procedure (MPEP).

When the claims presented to an application are directed to
several categories of invention under the rules so that more than
one paragraph of PCT Rule 13.2 and combinations (1) or (2)
above applies, the examiner should inspect the claims to see if
the categories of invention set forth in PCT Rule 13.2, para-
graphs (i), (ii), and (iii), and then combinations (1) or (2) above
are present in the application in that order. For example, if the
categories of PCT Rule 13.2(i) are found in the application, the
claims to those categories stated in PCT Rule 13.2(i) will be
considered as one invention and any claims to different catego-
ries of invention will be reviewed to determine if they are
"independent and distinct" of all the claims covered in PCT
Rule 13.2(i) in accordance with the provisions of Chapter 800
of the MPEP.

Under PCT Rule 13.2 and combinations (1) and (2) above,
unity of invention will exist where the claims are limited to one
invention in each category of invention recited. For example,
under PCT Rule 13.2(i), claims are permitied to one product,
one process of manufacturing the product and one use of the
product. If multiple products, processes of manufacture or uses
are claimed, the first invention in the category first mentioned
in the claims should be considered as the elected invention under
the rules. The first recited invention of each additional category
whichisrelated tothe firstinvention asindicated in the previous
sentence will be considered elected. Accordingly, for example,
if mutiple products are claimed, the first recited product will be
considered to be constructively elected and if multiple proc-
esses adapted for making and/or using the product are claimed,
the first recited process will also be constructively elected. Any
additional inventions of the same category will be subject to
payment of additional fees during the international stage. In a
national stage application submitted under 35 U.S.C. 371 any
such holding by the examiner will be made in the form of a
restriction requirement. Such a restriction requirement will be
made on the basis of criteria set forth in MPEP Chapter 800.
Applicant will have the right to traverse such a restriction
requirement in the response to the Office Action.

Inventions of different categories, to have unity of inven-
tion, must be related rather than independent inventions. For
example, the product as claimed in PCT Rule 13.23) and
combinations (1) and (2) abcve must be capable of being made
by the claimed process for manufacture or being used in the
claimed process of use. Likewise in PCT Rule 13.2(ii), the
apparatus as claimed must be capable of carrying out the
claimed process. In PCT Rule 13.2(iii), the claimed process of
manufacture must be capable of preparing the claimed product
and the claimed apparatus or means must be »hle to perform the
claimed process of manufacture.<

LACK OF UNITY OF INVENTION

The search fee which the applicant is required to pay is
intended to compensate the International Searching Authority
for carrying out an international search on the international
application, but only where the international application meets
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the “requirement of unity of invention”. That means that the

international appiication must relate to only one invention or
must relate to a group of inventions which are so linked as to |
foern a single general i mvenuve concept (PCT Articles 3(4)(111) -

and 17(3)(a)). ,
If the. Imemauonal Searchmg Authonty finds that the

international apphcauon does not comply with therequirement  4g
of unity of invention, the applicant will be invited to pay AF
additional search fees. The International Searching Authority  AG
will specify the reasons for its findings and indicate thenumber AL
of additional fees to be paid (PCT Rules 40.1,40.2(a) and (b)).  AC
Such additional fees are payable directly to the International :1;
Searching Authority which is conducting the search, eitherthe ;.
United Staies Patent and Trademark Office or European Patent  pp
Office, within the time limit fixed, which must not be shorter  BD
than 15 days, if the applicant’s address is in the samecountryas ~ BE
the International Searching Authority; or 30 days, if applicant’s  BG
address is in a country different than the country of the Interna-  BH
tional Searching Authority ; and not Ionger than 45 days from B!
the date of the invitation (PCT Rule 403 )). The amountof the o7
additional search fee per additional invention charged by the  pg
U.S. International Searching Authority is $140.00 per invention BR
(37 CFR 1.445(a)(3)). The additional search fee charged by the  BS
Eurcpean Patent Office as an International Searching Authority BT
is >2,095<* Deutsche Marks, payable directly to the European ~ BU
Patent Office. gy
The International Scarching Authority will establish the g5
international search report on those parts of international appli-  ca
cation whichrelatetothe “maininvention,” thatis, theinvention  CF
or the group of inventions so linked as to form a single general  CG
inventive concept first mentioned in the claims (PCT Article 17  CH
(33(2)). Moreover, the intemational search report will be estab- gIL
lished also on those parts of the international application which <
relate to any invention (or any group of inveniions so linkedas ¢y
io form a single general inventive concept) in respect of which  ¢o
the applicant has paid any additional fee within the prescribed  CR
tme limits. cs
Any applicant may pay the additional fecunder protest, that g},’
is, accompanied by a reasoned statement to the effect that the -y
international application complies withthe requirementofunity  pp
of invention or that the amount of the required additional feeis  pg
excessive (PCT Rule 40.2(c)). Any such protest filed with the  DJ
1J.S. Intemational Searching Aauthority will be examined and DK
decided by the Group Director (3 7CFR 1.482(b)). Totheextent ~ DM
that the applicant’s protest is found to be justified, total or partial gg
reimbursement of the additional fee will be made. On the .
request of the applicant, the text of both the protest and the gg
decision thereon is sent 1o the designated Offices together with  ES
the international search report (37 CFR 1.482(c)). ET
Where, within the prescribed time limit, the applicant does ~ FI
not pay any additional fees or only pays some of the additional f;;
fees indicated, certain parts of the international applicaion will
consequently not be searched. The lack of an international GB
search report in respect of such parts of the international
application will, in itself, have noinfluence on the validityof the gy
international application and processing of the international oM
application will continue, both in the international and in the ~ GN
national (regional) phases. Nevertheless, the U.S. national law ~ GQ
provides that such unsearched parts of the international applica- g?
tion will be considered by the United States as a designated
Office. GY
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[R-2]

ANNEX'B
Code for identifying states and orgamzanons
United Arab Emirates
Afghanistan
Antigua end Baruda
Albanis
Angola
Argentina
Austria
Australia
Barbados
Bangladesh
Belgium
Bulgaria
Bahrain
Burundi
Benin (Dahomey)
Brunei
Bolivia
Brazil
Bahamas
Bhutan
Burma
Boiswana
Byelorussian SSR
Belize
Canada
Centra] African Republic
Congo
Switzerland
Ivory Coast
Chile
Cameroon
China
Columbia
Costa Rica
Cazechoeslovakia
Cuba
Cape Verde
Cyprus
German Democratic Republic (East Germany)
Germany, Federal Republic of (West Germany)
Djibouti
Denmark
Dominica
Dominican Republic
Algeria
Ecuador
Egypt
Spain
Ethiopia
Finland
Fiji
France
Gabon
United Kingdom
Grenada
Ghana
Gambia
Guinea
Equatorial Guinea
Greece
Guatemala
Guine a-Bissau
Guyana
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Honduras

Haiti

Hungary

Burkina Faso (Upper Volta)
Indonesia

Treland

Israel

India

Ireq

Tran (Islamic Republic of)
Iceland

Ialy

Jamaics

Jordan

Japan

Kenya

Democratic Kampuchea
Comoros

Saint Christopher and Nevis

Democratic People’s Republic of Korea (North Korea)

Korea, Republic of (South Korea)
Kuwait

Laos
Lebanon
Saint Lucia
Liechtenstem
Sri Lanka
Liberia
Lesotho
Luxembourg
Libys
Morocco
Monaco
Madagascar

“Mongoliz

Mauritaniz
Malta
Mauritius
Maldivzeg
Malawi
Mezico
Malaysia
Mozambique
Niger
Nigeriz
Nicaragos
Netheriands
Norway
Nepa)

Nauru

New Zealand
Oman
Panama

Peru

Papua New Guinea
Philippines
Pakistan
Poland
Portugal
Paraguay
Qatar
Romania
Rwanda
Saudi Arabia
Solomon [slands
Seychelles
Sudan
Sweden
Singapore
Sierra Leone
San Marino

PATENT COOPERATION TREATY. 1870

SN - Senegal”

SO - Somalis

SR Sariname -

ST Sazo Tome and Principe

SU - Soviet Union

SV. El Salvador

SY Syria

SZ Swaziland

1) Chad

TG Togo

TH Thailand

™ Tunisia

TO Turkey

TR Turkey

T Trinidad and Tobago

TZ Tanzania

UA Ukranian SSR

UG Uganda

Us United States of America

Uy Uruguay

Vi Holy See

vC Saint Vincent and the Grenadines

VE Venezuela

VN Viet Nam

vuU Vanuatu

ws Samoa

YD Democratic Yeman

YE Yemen

YU Yugoslavia

ZA South Africa

™ Zzmbia

ZR Zaire

zw Zimbabwe

AP Industrial Property Organization for Africa (ARIPO)

EP European Patent Office (EPO)

OA African Intellectual Property Organization (OAPI)

wO Intemational Bureau of WIPO

ANNEX C

STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS OF

PATENT DOCUMENTS

Introduction

1. The recommendation provides for groups of letter codes in order to
distinguish patent documents. The leiter codes also facilitate the storage and
retrieval of such documents.

2. If any Office wants to amplify the information contained in the letter
code, this letter code may be optionally associated with a numericai code. The
meaning of such numerical code should then be defined by each Patent Office
availinig itself of this cption.

3. The code also provides for a letter for non-patent literarure documents
(N) and for docurnents to be restricied to the intemal use of Patent Offices (X)
{e.g., confidential documents, not to be disclosed outside the Office). See in this
respect also SI.1 (ICIREPAT Manual pages 4.3.1.1 10 4.3.1.4).

Definitions

4. For the purposes of this recommendation, the expression “patent
documents” includes patents for inventions, inventors’ cenificates, utility
centificates, utility models, patents or certificates of addition, inventors' certifi-
cates of addition, utility certificates of addition, plant patents and published
applications therefor.

5. For the purposes of this recommendation, the term “entry in an official
gazelle” means at least one comprehensive announcement in an official gazeue
regarding the making available to the public of the cemplete text, claims (if any)
and drawings (if any) of a patent document.

6. For the purposes of this recommendation, the terms “publication and
“published” and used in the sense of making available:

(i) a patent document to the public for inspection or supplying a copy
on request

(i) muhiple copies of a patent document produced by printing or like
process
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Esplanation: If, at & patticular procedural stage, a copy of the document is first
made available to the public for inspection or copying and is then, a1 the same
procedoral stsge, made available in muliiple copies produced by printing orlike
process, only a single publication is considered to have occutred. If, on the other
hand, multiple reproduction results from & new procedurel siage, this reproduc-
tion is considered to be a further publication of the document, even if the texts
a1 the two stages sre identical.

7. According to certainnational patent laws orregulations, the seme patent
spplication may be published at various procedural stages. For the purposes of
this recommendation, 2 publication level is defined as the level corresponding
1o 2 procedural stage si which normally 8 document is published under 8 given
national patent law.

Recommendation

&. It is recornmended that the code:

{a) be used for the recording of the “kind of document™ in machine-
readsbie data camiers, such as 80-column punched cards, magnetic tapes,
aperture cards, etc.;

(b) be used in the first page of patent documents, prefembly near the
document number, if these have been published in the sense of paragraph 6;

(c) be used in enisies in official gazettes or, if all entries in & section of
the Gazene relate 10 the same kind of a document at the beginning of such a
seczion;

(d) be used for the identification of patent documents cited in “Search
Reports™ and “Lists of References” in patent documents (INID Number 56).

8. Code

The Code is subdivided into mutually exclusive groups of lesters. The
groups characterize patent decuments and documents specified L saragraph 3.
Groups 1-5 comprise one or several letters enabling identification of documents
pertaining to different publication levels.

Group 1 Use for primary or major series of patent documents
A Firet publication level
B Second publication level
€ Third publication Jevel
Group 2 Use for secondary series of patent documents
E First publication level
F Second publication level
G Third publication level
Group 3 Use for further series of patent documents, ss the special
requirements of eac: Office may be
H
1
Group 4 Use for major special types of patent documents
M Medicament patent documents
P Plant patens documents
S Design patent
Group 5 Use for utility model docurmnents having a2 numbering series
other than the documents of Group 1
U First publicatioas level
¥ Second publication level
Z Third publication level
Group 6 Other (see paragraph 3)
N Non-patent literature documents
X Documents restricted to the internal use of Offices
10. It is understood that documents resulting from a patent application
and being idemified as the major series will fall under Group 1 {e.g. DT
Offeniegungsschrift, Auslegeschrift and Patentschrift). However, documents
identified as a secondary series will fall under Group 2 (e.g., FR patent of
eddition under old law, US reissue). In exceptional cases of need for a further
series, Group 3 is reserved for such purposes (e.g., US defensive publication).
Group 4 applies only, at present, to special documents conceming the medica-
ment patents published in France and the plant patents published in the United
States of America. In any country publishing similar documents, Group 4 should
than be used.

11. As indicated in paragraph 2, the above letter code may optionally be
associated with a numerical code 1o amp lify the information represented by the
letter code, For this numerical code only digits 1 1o 9 should be used. The
significance of this code will be defined by eny national Office applying such

MANUAL OF PATENT EXAMINING FROCEDURE

12. As en appendix to this recommendation 2 list of patent documents, past
and currently published, and intended to be published in the future, divided in
accordance with the code, is given,
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APPENDIX I
LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY
PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE,
DIVIDED IN ACCORDANCE WITH THIS CODE

CODE: A Patznt Documents Numbered in Primary or Major Series— Firg
Publication Level
EXAMPLES:
Austria Patent Application published in the sense of paragraph 6(i)
Belgium Brevet d'invention/Uitvindingsoctrooi
Belgium Brevet de perfectionncment/Verbeteringsoctrooi
Bulgaria Opisanie na izobreiznie po patent
Canada Patent

Cuba  Patent Application published in the sense of paragraph 6(i)

Czechoslovakia Patent Application published in the sense of paragraph
6()

Czechoslovekia Inventor's Centificate Application published in the

sense of paragraph 6(i)
Denmark Patent Application published in the sense of paragraph 6(i)
Egypt  Patent specification
Eurcpat Document published after 18 months
Finland Patent Application published in the sense of paregraph 6(i)

France Brevet d’invention {old law)

France Brevet d’invention, premiere et unique publication

France Cenificat d’addition a un brevet d’invention, premiere et unique
publication

France Cenificat d'uilite, premiere et unique publication

France Cenificat d’addition & un cenificat d'utilite, et unique publication

France Demande de brevet d’invention, premiere publication

France Demande de centificat d’addition a un brevet ¢'invention,
premiere publication

France Demande de cenificat d'utilite, premiere publication

France Demande de centificat d'addition a un centificat d'utilite, premiere

publication

German Democratic Republic  Patentschrift (Ausschliessungspatent),
granted in sccordance with paragraph 5.1
of the Patent Amendment Act of the
German Democratic Republic

German Democratic Republic Patentschrift (Wirtschafispatent), granted
in accordance with paragraph 5.1 of the
Patent Amendment Act of the Germen
Democratic Republic

Germany, Federal Republic of Offenlegungsschrift

Hungary Patent Application published in the sense of paragraph 6(i)

India  Patent specification

Ireland Patent specification

Italy Brevetto per invenzione industriale

Japan  Kokai tokkyo koho

Luxembourg Brevet d’invention

Luxembourg Centificat d'addition a un breet d'invention

Netherlands Ter inzage gelegde octrooiaanvrage

Norway Patent Application published in the sense of paragraph 6(i)

Pakistan Patent specification

PCT Pamphlet published after 18 months

Poland Opis patentovy

Romania Descrierea i nventiei

Soviet Union Opisanie izobreteniya k patenta
Soviet Union Opisanie izobreteniya k aviorskomy svidetelstvy
Spain  Patente de invencion

Sweden Patent Application published in the sense of paragraph 6(i)

code and communicated to the International Buresu, which will publicize this Switzerdand Auslegeschrift/Memoire Expose/Esposto Memoriale
information. The numerical code must always be interpreted in conjunction with (Patent Application published in the sense of

the country code and the gbove letter code, paragraphs 6(i) and 6(ii) penaining to the technical
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fields for which search and examination as to novelty

are made) . o . .

Switzerland Patentschrifi/ Expose d'inventionEspostod’invenzione
(Patent pubiished in the sense of peragraph 6(ii) and
penaining to the technical fields for which neither
search nor examination as 10 novelty are made)

United Kingdoin ~ Patent specification ‘

United States Patent

Yugoslaviz Pateatni spis

CODE: B Patent Documents Numbered in Primary or Major Series —
Second Publication Level

Examples:

Australia Patent specification

Austria  Patentschrift

Canada Reissue

Cuba  Patente de invencion

Czechoslovakia Popis vynalezu k patentu
Czechoslovakia Popis vynalezu k autorskemu osvedceni
Denmark Fremlaeggelsesskrift

Finland Kuulutusjulkais u — Utlaggningsskrift

France Brevet d'invention, deunieme publication del’invention

France Certificat d'addition a un brevet d' invention, deuxieme
publication de I'invention

France Centificat d’utilite, deuxieme publication del’invention

France Cenificat d'addition & un ceificat d'utilite, deuxieme publication

de I'invention

Gesman Democratic Republic  Patenicchrift (Ausschliessungspatent),

#-_ated in accordance with paragraph 29 of

the Patent Act of the German Democratic

Republic

Patentschrift (Wirtschaftspatent), granted

in accordence with paragraph 29 of the

Patent Act of the German Democratic

Republic

Germany, Federal Republic of Auslegeschrift

Hungary Szabadalmi leiras

Jspan  Tokkyo koho

Netherlands Openbaar gemaakte octrooiaanvrage

Norway Utegningsskrift

Sweden Utlaggningsskrift

Switzerland Patentschrifi/Expose d’invention/Espostod’invenzione
(Patent published in the sense of paragraph 6(ii) and
pertaining to the technical fields for which search and
examination as to the novelty are made)

German Democratic Reputiic

1800-63
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. United Kingdom  Amended Patent Specification

. CODE:C Patent Documents Numbered in Primary or Major Series —Third

Putlication Level
Examples:
Denmark Patent
Finland Patentti — Patent

" Germany, Federal Republic of Patentschrift

Netherlands Octrooi
Norway Patent

Sweden Patentskrift

CODE: E Patent Documents Numbered in Secondary Series — First
Publication Level
Examples:
France Centificat d'addition & brevet d’invention (cld law)
United States Reissue

CODE: H Patent Documents Numbered in Further Seriee
Example:
United States Defensive publication

Statutory Invention Registration

CODE: M Medicament Patent Documents

EXAMPLES:
France Brevet special de medicament
France Addition a un brevet special de medicament

CODE: P Plant Pateat Documents
Example:
United States Plant patent

CODE: U Utility Model Documents Numbered in Series Cther than the

Documents of Group I — First Publication Level

Examples:

Germany, Federal Republic of Gebrauchsmuster

Japan  Kokai jitsuyo shinan koho

Spain  Utility Model Application published in the sense of paragraph
6i)

CODE: Y Utility Model Documents Numbered in Series Other than the
Documents of Group I — Second Publication Level
Examples:
Japan  Jitsuyo shinan koho
Spain  Model o de utilidad
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’ Appendix II -
List of Patent Documents, Past and Currently Published, broken down by issuing country and coded in accordance with
the S1.8 Code
.
Kind of published patent docurnent Asso-
Desianation i Ia ciated
. signation in language numer-
Issuing of issuing country Translation into ldentificati Letter =, 0
country (and, if required, English td '°‘: code|  ie
transliteration in (when needed) ol documen (when
Latin characters) defined)
Australia Unexamined complete Unexamined Patent Applica-1 A
specification open to tion published in the sense
public inspection (not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Austria Aufgebot (not marked on | Document laid Patent Application published | A
Jocument but indicated |open in the sense of paragraph 6(i)
as such in the Official
Gazette)
Patentschrift Patent Patent published in the sense | B
specification of paragraph 6(ii)
Belgium Brevet d’invention/ Patent of invention | Patent published in the sense | A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent cf improvement A
nement/ improvement published in the sense of
Verbeteringsoctrooi paragraph 6(ii)
Brevet d"importation/ Patent of Patent of importation A
Invoeringsoctrooi importation published in the sense of
paragraph 6(ii)
Bulgaria ﬁgﬂggggi&m“m pescription of Patent publisheq inthe sense | A
110 DATEHT invention for 2 of paragraph &ii)
(Opisanie na izobretenie |patent
po patent) .
OIIMCAHHE Description of Inventor’s certificate A
1}%3 ES%E%ETE HHE invention foran  |published in the sense of
CBHIETEJCTBO author's certificatc paragraph 6(ii)
{Opisanie na izobretenie '
po aviorsko svidetelstvo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(ii)
Reissue Patent/Brevet de Patent reissued and repub- B
redélivrance lished in the sense of
paragraph 6(ii)
Cuba Publicacion dela solicitud | Publication of the |Patent application published | A
(not marked on application in the sense of paragraph 6(i)
document)
Patente de invencion Patent of invention | Patent published in the sense | B
i of paragraph 6(ii) l
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Kind of published patent dsxument Asso-
e tion o Ia ciated
. 1gnation if 1anguage numer-
- Issuing of issuing country Translation into Identificati Letter| ..
country (and, if required, English de ‘ “m"‘": code | . de
transliteration in (when needed) of documen (when
Latin characters) defined)
Cazechoslova- | Prihldska vynilezu Application for an | Application for inventor's A i
kia (se Zadosti o invention asking | certificate published in the
autorské osvédiedi) for author's sense of paragraph 6(i), in
certificate accordance with Law No. 84
of 01.11.1972
Prihliska vyndiezu Application for an | Patent application published | A 2
(se Eadosti o patent) invention asking | in the sense of paragraph 6(i),
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentové prihlaska Patent application | Patent application published | A 5
or or in the sense or paragraph 6(i)
Prihlaska vyndlezu Application for up to patent No. 149260
' invention (granted before the entry into
force of Law No. 84 of
01.11.1972)
Popis vyndlezu k Description of an | Inventor’s certificate B i
autorskému osvédéeni invention for an | published in the sense of
) author’s certi- paragraph 6(ii). granted in
ficate accordance with Law No. 84
of 01.11.1972
Popis vynilezu k patentu | Description of an | Patent published in the sense| B 2
invention for a of paragraph 6(ii), granted
patent in accordance with Law
No. 84 of 01.11.1972
Popis vynalezu k Description of an | Dependant author’s certifi- B 3
autorskému osvédéeni invention for an | cate published in the sense
author's certi- of paragraph 6{ii), granted
ficate in accordance with Law
No. 84 of 01.11.1972
Popis vynilezu k patentu | Description of an Dependent patent published | B 4
invention for a in the sense of paragraph
patent 6&(ii), granted in accordance
with Law No. 84 of
01.11.1972
Patentovy spis Patent Patent published in the sense| B 5
specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 0of 01.11.1972
Denmark Almindeling Patent application | Patent application published A
tifgaengelig accessible to the | in the sense of paragraph 6(i)
patentansagning public
Fremlaeggelsesskrift Document laid Patent app}imgion published | B
open after examination as to
novelty in the sense of
paragraph 6(ii)
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Kind of published patent document Asso-
Desimation in s ciated
L ignation in language , v _pumer-
; Issuing - of issuing country Translation into | Identification Lettqj ., ical
country (and, if required, English ofd t code| e
S transliteration in {when needed) ocumen (when
Latin characters) defined)
Denmark Patent Patent Patent published in the sense | C
{cont’d) of paragraph 6(ii)
Egypt (AL AN Authority for Patent published in the sense | A
(Idarat bara’at alikhtirah) | Patent Delivery of paragraph 6(ii)
Finland Julkiseksi tullut patent- | Patent application |Patent application published | A
tihakemus (not marked |made accessible 1o |in the sense of paragraph 6(i)
on the document) the public
Kuulutusjulkaisu - { Dacument laid Patent application published | B
Utlaggningsskrift open after examination as to
novelty in the sense of
paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first A !
d’invention patent of invention |publication, published in the
sense of paragraph 6(ii)
Demande de certificat Application for a | Application for a certificate A 2
d"addition 4 un brevet certificate of addi- |{of addition, first publication,
d’invention tion to a patent of {published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for Utility certificate application, | A 3
d'utilité certificate of first publication, published
utility in the sense of paragraph
6(ii)
Demande de certificat Application for a | Application for a certificate | A 4
d‘addition & un certificat |certificate of addi- | of addition to a utility
d'utilité tion to a certificate certificate, first publication,
of utility published in the sense of
paragraph 6(ii)
Brevet d’invention Patent of invention | Patent, first and only publica- | A 5
tion, published in the sense
of paragraph 6(ii)
Certificat d’addition a un | Certificate of addi- | Certificate of addition to a A 6
brevet d'invention tion to a patent patent, first and only publica-
of invention tion, published in the sense
of paragraph 6(ii)
Certificat d’utilité Certificate of Utility certificate, first and A 7
utility only publication, published
in the sense of
paragraph 6(ii)
Rev. 5, July 1987 1800-66
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Kind of published patent document Asso- |
Dea S . ciated
. signation in language numer-
lssuing of issuing country Translation into Identification Letter| .o
country (and, if required, English of d nt code | . e
transliteration in (when needed) ocument (when
Latin characters) defined)
France Certificat d"addition Certificate of Certificate of addition to a A 8
{cont'd) a un certificat d'utilité additionto a utility certificate, first
certificate of utility | and only publication,
published in the sense of
paragraph 6(ii)
Brevet d'invention Patent of invention |Patent, second publication, B 1
published in the sense of
paragraph 6(ii)
Certificat d"addition & Certificate of Certificate of addition to a B 2
un brevet d'invention additionto a patent, second publication,
patent of invention {published in the sense of
paragraph 6(ii)
Certificat d'utilité Certificate of Utility certificate, second B 3
utility publication, published in the
sense of paragraph 6(i1)
Centificat d"addition & Certificate of Certificate of addition to a B 4
un certificat d"utilité additionto a utility certificate, second
certificate of utility | publication, published in the
sense of paragraph 6(ii)
Brevet d’invention Patent of invention | Patent (old law) published in | A
the sense of paragraph 6(if)
Certificat d"addition a Certificate of Certificate of additionto a E
un brevet d'invention addition to a patent (old law) published in
patent of invention |the sense of paragraph 6(ii)
Brevet spécial de Special patent Medicament patent (old law) | M
médicament for medicarment published in the sense of
paragraph 6(ii)
Certificat d°addition & Certificate of Certificate of addition to a M
un brevet spécial de addition to a medicament patent (oid law)
médicament special patent for published in the sense of
medicament Iparagraph 6(it)
T
German Patenischrift Patent specifica-  |Exclusive patent, granted in | A
Democratic (Ausschliessungs- tion (Exclusive accordance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifi- Industrial patent, granted in | A
(Wirtschaftpatent) cation (Economic |accordance with paragraph

Patent;

5.1 of the Patent Amendment
; Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6(ii)
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. Issuing
country

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters})

Kind of published patent document

Translation into
English
(when needed)

Identification
of document

Lettet

code |

Asso-
ciated
numer-
ical
code
(when
defined)

German
Democratic
Republic
{cont’d)

Patentschrift (Aus-
schliessungspatent)

Patentschrift
(Wirtschaftspatent)

Berichtizte Patentschrift
(Ausschliessungspatent)

Berichtigte Patentschrift
(Wirtschaftspatent)

Patent specifica-
tion (Exclusive
Patent)

lPatent specifica-
1zion (Economic

S.tent)

Corrected patent
specification
(Exclusive Patent)
Corrected patent
specification
(Economic Patent)

Exclusive patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
after examination as to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(ii)

Industrial patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination as to
novelty whenever this
examination is effected),
published in the sense of
paragraph &ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
(Federal
Republic of)

Offenlegungsschrift

Auslegeschrift

Document open
for inspection

Document laid
open

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(ii)

- Ist publication

- 2nd publication. Modified
reprint following Al Offen-
legungsschrift or BT Aus-
legeschrift |
_ 3rd publication. Modified |
reprint following A2 Offen-
legungsschrift or B2 Aus-
legeschrift

Patent application published.
after examination as to
novelty, in the sense of
paragraph 6(ii)

- Ist publication. Offen-
legungsschrift not yet
published

~ 2nd publication. Normally
following an Al Offcr.-
legungsschrift or Bl Aus-
llegeschrift . i

Rev. 5, July 1987
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Kind of published patent document Asso-
ciated
fssui Designation in language ‘ Letter| MUmET-
ssumng of issuing country Transiation into - T ical
country (and, if required, English Identification code | e
transliteration in {when needed) (when
Latin characters) defined)
Germany - 3rd publication. Following | B 3
(Federal an A2 Offenlegungsschrift
Republic of) or B2 Auslegeschrift
(cont’d) - 4th publication. Following | B 4
an A3 Offenlegungsschrift
or B3 Auslegeschrift
Patentschrift Patent Patent published in the sense | C
specification of paragraph 6(ii)
- st publication. Offen- C 1
legungsschrift and Aus-
legeschrift not published

- 2nd publication. Modified | C 2
reprint normally following a
Bl Auslegeschrift or Cl
Patentschrift

- 3rd publication. Normally | C 3
following a B2 Auslegeschrift
and an Al Offenlegungs-
schrift or following a B2
Auslegeschrift with a preced-
ing Bl Aus!egeschrift as well
— 4th publication. Followiug | C 4
a B3 Auslegeschrift or C3
Patentschrift

— 5th publication. Foliowing | C 5
a B4 Auslegeschrift or a

C4 Patentschrift
Gebrauchsmuster Utility model Utility model published in U
the sense of paragraph 6(ii)
Hungary K.ozzétett szabadalmi Published patent | Patent application published | A
bejelentés application in the sense of paragraph 6(i)
Szabadalmi leiras Patent Patent published in the sense | B
specification of paragraph 6(ii)
India Patent specification Patent published in the sense | A
of paragraph 6(ii)
frefand Patent specification Patent published in the sense | A
of paragraph &(ii)
[taly Brevetto per invenzione |Patent for indus- | Patent published in the sense | A
industriale trial invention of paragraph 6(ii)
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!
3

Kind of published patent document

Jssuing
country

Designation in lénguage

of issuing country
{and, if required,
transliteration in
Latin characters)

Translation into
English
{when needed)

ldentiﬁcaﬁon
of document

code

ciated
pumer-
ical
code
{(when
defined)

Japan 2 B

L

%

E

% B 2 W

(Kokai tokkyo k6ho)

5 2 ®
(Tokkyo k6ho)

RuB a8

(Tokkyo hatsumei
meisaisyo)

BHEWBRLE

{Tokkyo shinpan
Seiky( kokoku)

gE & @&

(Isyd k6ho)

LMREABR LG

(Ko6kai jitsuy6
shinan koho6)

Published unexam-
ined patent applica-
tion

Published examined
patent application

Patent specification

Corrected patent
specification

Registered design
publication

Published unex-
amined utility
model application

Patent spplication published
before examination as to
novelty in the sense of para-
graphs €{i) and 6(ii).

Patent application published
afier examination as to aov-
elty in the sense of para-
graphs 6(i) and 6(ii).

- st publication. A Kokai
tokkyo k6ho not published.
“T** headed the numerical
number of Tokkyo k6ho
published from 1922 to
1926,

- 2nd publication. Normally
following an A Kokai
tokkyo ké6hé.

Patent (old law) published
in the sense of paragraphs
6(i) and 6ii).

- Ist publication. Tokkyo
kodho not published.

- 2nd publication. Normally
following a B 1 Tokkyo
k&ho.

Corrected patent published
in the sense of paragraphs
6(i) and 6(ii).

Registered design application
published after examination
as to novelty in the sense of
paragraphs 6(i) and 6(ii).

Utility model application
published before examina-
tion as to novelty in the sense

of paragraphs 6(i) and 6(ii)

Rev. 5, July 1987
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Kind of published patent document Asso-
- cinted
. Designstion in lengusge { ~ pop | DUTOET-
m‘:‘; | ofisuingcountry | Translation ito ldentification | ae | il
(and, if roquired, Englisk of document code
trangliteration in {when needed) _ ; (when
Latin cheracters) : defined)
(’e.om) ® R 5 & 2 @ |Published examined | Utility model application
. . utility model published after examination
(Gitsuy® shinan k5hs) application as to novelty in the sense of
paragraphs 6(i) and 6(ii)
- 15t publication. U Kékai Y|t
jitsuyé shinan kého not
published.
“T* headed the numerical
number of Jitsuy6 ¢hinan
kého published from 1922
to 1926.
- 2nd publication. Normal- ¥Yi2
ly following a U Kdkai
jitsuy4 shinan kohé.
CHERGE Registered utility Registered utility modclf
” ; model specification | published in the sense 0
(T4roku jitsuyd shinan) paragraphs 6(i) and 6(i)
- 1t publication Jitsuyé 211
shinan kohd not published
- 2nd publication. Normal- Z} 2
ly following a Y 1 Jitsuy&
shinan kého.
700 908 FR T R A% | Corrected registered | Corrected registered utdlity i
. hi utility model specifi- | model published in the sense
gmm::: £§uy¥)6k skoku) cation of peragraphs 6(f) and 6(i).
T
Luxembourg |Brever d'invention Patent of invention |Patent published in the sense
of paregraph 6(ii)
Cenificat d’addition & Certificete of Certificate of eddition to 2
un brever 4'invention additiontospstent {patent published in the sense
of invention of paragraph 6(ii)
Monsco Brevet d'imvention Patent of invention |Petent published in the sense
of paragraph &ii)
Netherlands | Terinzagelegging Patent application |Patent application published
' laid open in the sense of para-
graphs 6(i) and &ii)
Openbaarmaking Published patent  |Patent application published
application after examination in the sense
: of paragraphs 6(i) and 6(ii)
Octrogi Patent Patent published in the sense
of paragraph 6(ii)
Worway Alment tilgiengelige Patent applicatios, |Patent application published
patenisdknader (not accessible to the  |in the sense of paragraph 6(i)
marked on the docusnent) |public
Utlegningsakrift Document laid Patent application published
open after examination as to
novelty in the sense of para-
graph 6(ii)
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Kind of published patent document Asso-
e ciated
L Designation in language | . , , 1 fumer-
Issuing of issuing country Translation into identification Letter| = 1
country - (and, if required, English of document code | e
transliteration in (when needed) (when
Latin characters) : ' defined)
Norway Patent Patent Patent published in the sense | C k
(cont’d) of paragraph 6(ii)
Pakistan Patent specification Patent published in the sense | A
of paragraph 6(ii)
Poland Patent application published | A
. in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense | B
Patentu tymczasowego | patent of paragraph 6(ii)
Romania Descrierea inventiei Description of the |Patent published in the sense | A
invention of paragraph 6(ii).
Soviet Union |QHICAHHME Description of the |Patent published in the sense | A
! ﬁagf%’é‘},%‘;“" invention for a of paragraph 6(ii)
(Opisanie izobreteniya patent
k patentu)
ONHECAHNE Description of the | Inventor’s certificate A
§32§--§§§§*g§,¥y invention for an | published in the sense of
CBHIAETEJBCTBY author’s certificate | paragraph 6(ii)
(Opisanie izobreteniya k
avtorskomu svidetelstvu)
Spain Patente de invencién Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccion | Patent of Patent of importation A
introduction published in the sense of
, paragraph 6(i)
Certificado de adicion Certificate of Certificate of addition A
addition published in the sense of
paragraph 6()
Solicitud de Modelo de | Application fora | Utility Model Application U
Utilidad utility model published in the sense of
paragraph 6(i)
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Allmant tillganglig Patent application |Patent Application published | A
patentansikan accessible to the  |in the sense of paragraph 6(i)
public
Utlaggningsskrift Document laid Patent Application published | B
open after examination as to
novelty in the sense of para-
graphs 6(i) and 6(ii)
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Kind of published patent document Asso-
Designation in language ciated
‘ B !ssuin : E.IGI . KF EEF Bal 5 3 . . ) utt‘r nu‘me’.
county. |  Cfissuingcountry | Tranyatien into lentifcation | code| ¥
(and, if required, English of d . code
transliteration in (when needed) ocumen (when
Latin characters) defined)
Sweden Patentskrift Patent document | Patent published in the sense | C
(cont’d) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire | Document laid Patent Application published | A
Exposé/Esposto open afier examination as (o
Memoriale novelty in the sense of para-
graphs 6(i) and 6(ii), and
pertaining to the technical
fields for which examination
as 1o novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | A
d‘invention/Esposto specification of paragraph 6(ii) and per-
d'invenzione taining to the technical
fields for which no examina-
tion as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | B
d’invention/Esposto specification of paragraph 6(ii) and per-
d’inventione taining to technical fields
for which examination as to
novelty is made, issued since
1959
Patentschrift/Exposé Patent Patent published in the sense | A
d'invention/Esposto d'in- |specification of paragraph 6(i), issued
venzione (Main patent) from 1888 to 1959
(Hauptpatent/Brevet
principal/Brevetto prin-
cipale)
Patentschrift/Exposé Patent Patent of addition published | A
d'invention/Esposto d’in- | specification in the sense of para-
venzione (Zusaizpatent/ |{Additional graph 6(ii), issued from 1907
Brevet additionnel/Bre- | patent) 1o 1959
vetlo addizionale)
Patentschrift/Exposé Patent Patent of addition published | E
d'invention/Esposto d'in- | specification in the sense of paragraph
venzione (Zusatzpatent/ |(Additional 6(ii) in secondary series from
Brevet additionnel/Bre- | patent) 1888 to 1907
vetto eddizionale)
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of

paragraph 6(ii). Grant of let-
ters Patent usually occurs
3 months after publication.

1800-73
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Kind of published patent document

iy

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
(when needed)

Identification
of document

Letier

defined)

fumer-
ical

{when

United
Kingdom
(cont'd)

Arpended Patent
Specification

Amended Specification of &
Granted Patent published in
the sense of paragraph 6(ii)

United States

Patent
Design Patent

Reissue Patent

Defensive Publication

Defensive Pubication

Defensive Publication

Plant Patent

Patent published in the sense
of paragraph 6(ii)

Patent reissued and
republished in the sense of

paragraph 6(ii)

Patent application published
without examination or
assertion as to novelty, in
the sense of paragraph 6(i)

Patent document published
in the sense of paragraph 5:
Entry of an abstract of the
application in the Official
Gazette .

Patent document published
inthesenseof paragraph 6(ii):
Abstract of an application
published in a discrete docu-
ment form distinctively
numbered in & numerical
series unigue to Defensive
Publications

Patent published in the sense
of paragraph 6(ii)

Yugoslavia

Patentni spis

Patent
specification

Accepted Patent Application
published in the sense of
paragraph 6(i)

Patent published in the sense
of paragraph 6(ii)

Rev. 5, July 1987
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1872 International-Type Search [R-2]

PCT Rule 41
Earlier Searck Other Than International Search
41.1 Obligation to Use Results; Refund of Fee
If reference has been made in the request, in the form pmwdcd forin Rule
4.11, to en international-type search carried out under the conditions set out in
Aricle 15(5) or to 2 search cther than an intemational or intemational-type
search, the Intemational Searching Authority shall, 1o the extent possible, use
the resulis of the said search in establighing the intemational sesrch report on the
internationsl application. The Intemational Searching Authority shall refund
the search fee, 1o the extent and under the conditions provided for in the
agreement under Article 16(3)(b) or in a communication addressed to and
published in the Gazette by the International Bureau, if the intemational search
repart sould wholly or parily, be bazed on the results of the said search.

37 CFR 1.21 Miscellaneous fees and charges
e P BBY
(e) Intemational-type search reporte:
For preparing an intemational type search report of an intemational type
search made at the time of the fisst sction on the merits in 2 national patent
spplication $28.00.

37 CFR 1.104 Nature of examination; examiner’s action. hd
A R )

(¢) An intemational-type search will be made in all national applications
filed on and afier June 1, 1978.

(d) Any national application may also have an m!emauonal-lype search
report prepared thereon at the time of the national examination on the merits,
upon specific written request therefor and payment of the intemational-type
search reportfee. See §1.21(e)for amount of fee for preparation of intemational -
type search report.

NOTE: The Patent and Trademark Office does not require that a formal
report of an intemnational-type search be prepared in order to obtain a search fee
refund in a later filed international epplication.

Hhdkg

PCT Rule 41 provides that the applicant may request in a
later filed international application that the report of the results
of the international-type search, i.e., a search similar to an
international search, but carried out on a NATIONAL applica-
tion (37 CFR 1.104 (¢) and (d)), be used in establishing an
international search report on suchinternational application. An
international-type search is conducted on all U.S. national
applications filed after June 1, 1978. Upon specific request, at
the time of the examination of a U.S. national application and
provided that the payment of a $28.00 international-type search
report fee has been made (37 CFR 1.21(e)), an international-
type search report form (PCT/ISA/201) will also be prepared.

1873 Amendment Under PCT Article 19
[R-2]

PCT Article 19
Amendment of the Claims before the International Bureau

(1) The applicant shall, after having received the international search
report, be entitled to one opportunity to amend the claims of the international
application by filing amendments with the Intemational Bureau within the
prescribed time limit. He may, at the same time, file & brief statement, as
provided in the Regulations, explaining the amendments and indicating any
impact that such amendments might have on the description and the drawings.

(2) The amendments shall not go beyond the disclosure inthe international
application as filed.

(3) If the national law of any designated Siate parmits amendmenis to go
beyond the said disclosure, failure to comply with paragraph (2) shall have no
consequence in that State.

1800-75
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: PCT Rule 46 :

Amendment of Claims before the International Buruu
46.1 Time Limit

'Iheumehmnuefenedto in Amcle 19 shdlbelwomm!hnftunlhedse
of ransmitial of the intemationsl sesrch mpomothelmemmommnwand
to the applicant by the Iﬂtcmmonal Searching Authority or 16 months from the
priority date, whichever lime expires later, provided that any amendment made
under Article 19 which is received by the Intemnationel Buresu after the
expiration of the applicable time limit shall be considered 1o have been received
by that Buresn on the last day of the time limit if it reaches itbefore the technical
preparations for international publication have been complesed.

46.2 [Deletad]
46.3 Language of Amendments

If the international application has been filed in 2 langusge other than the
language in which it is published, any amendment made under Article 19 shall
be in the language of publication.

46.4 Staternens

(2) The statement referred to in Article 19(1) shall be in the Zanguage in
which the international spplication is published and shall not exceed $00 words
if in the English language orif translated into that langnzge. The statement shall
be identified as such by a heading, preferably by using the words “Statement
under Ariicle 19(1)” or equivalent in the language of the statemnent.

(b) The staternent shall contain no disparaging comments on the intema-
tional search report oz the relevance of citations contained in that report. Refer-
ence 10 citations, relevant 1o & given claim, conteined in the intesnstional search
report may be made only in connection with an amendment of that cleim.
46.5 Form of Amendinents

(2) The applicant shall be required to submit a replacement sheet for every
sheet of the claims which, on account of an amendment or amendments under
Anticle 19, differs from the sheet originally filed. The letter sccompanying the
replacement sheet shall draw attention to the differences between the replaced
sheets and the replacer:ent sheets. To the extent that any amendment results in
the cancellation of an entire sheet, that amendment shall be communicated ina
letter.

(b) and (c) [Deleted]

37 CFR 1.415 The International Bureau.

(a) The International Bureau is the World Intellectual Property Organiza-
tion located st Geneva, Switzerland. It is the intemational intergovemmental
organization which acts as the coordinating body under the Treaty and the Regu-
lations (PCT Arv 2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the International Bureau include:

(1) Publishing of international applications and the International
Gazeue;

(2) Transmitting copies of international applications to Designated
Offices;

(3) Storing and maintaining record copies; and

(4) Transmitiing information to authorities pertinent to the processing of
specific international applications.

PCT Administrative Instructions Sectlon 205
Numbering and Identification of Claims Upon Amendment

(a) Amendments to the claims under Article 19 or Article 34(2)(b) may be
made either by cancelling one or more entire claims, by edding cne ormore new
claims or by amending the text of one or more of the claims as filed. All the
claims appearing on a replacement sheet shall be numbered in arabic numerals.
Where a claimis cancelled, no renumbering of the otherclaims shall be required.
In all cases where claims are renumbered, they shall be renumbered consecu-
tively.

(b) The applicant shall, in the letter referred to in the second and third
sentences of Rule 46.5(a) or of Rule 66.8(a), indicate the differences between
the claims as filed and the claims as amended. He shall, in panticular, indicate
in the said letter, in connection with each claim appearing in the intemational
application (it being understood that identical indications conceming several
claims may be grouped), whether:

(i) the claim is unchanged;

(ii) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaces one or more claims as filed;

(v) the claim is the result of the division of & claim as filed.
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The applicant has one opportunity to amend the claims only
of the international application after issuance of the Search

Report. The amendments to the claims must be filed directly

with the International Bureau, usnally within 2 months of the

date of mailing of the Search Report. If the amendments to the -

claims are timely received by the International Bureau, such
amendments will be published as part of the pamphlet directly
following the claims as filed. Article 19 offers apphcants the
opporturity to generally amend the claims before entering the
designated Offices. The national law of some designated Of-
fices grants provisional protection on the inveation from the
date of publication of the claims. Therefore, some applicants
take advantage of the opportunity under Article 19 to “polish”
the claims anticipating provisional protection.

1875 International Burean Procedures [R-2]

PCT Rule 24
Recelpt of the Record Copy by the International Bureau
24.1 |Deleted]

24.2 Notification of Receipt of the Record Copy

(2) Subject to the provisions of paragraph (b), the Intemational Bureau
shall promptly nolify the applicant, the receiving Office, the Intemational
Searching Authority, and all designated Offices, of the fact and the date of
receipt of the record copy. The notification shall identify the intemational
application by its number, the intemational filing date, the name of the applicant,
and the name of the receiving Office, and shall indicate the filing date of any
earlier application whose priority is claimed. The notification sent to the
applicant ghall also contain the list of the designated Offices which have been
notified under this paragraph, and shall, in respect of each designated Office,
indicate any applicable time limit under Article 22(3).

(b} If the record copy is received efier the expiration of the time limit fixed
in Rule 22.3, the Intemational Bureau shall promptly notify the applicant, the
receiving Office, and the Intemnational Searching Authority zccordingly.

PCT Rule 28
Defects Noted by the International Burean

28.1 Note on Certain Defects

{a) If, in the opinion of the Intemational Bureau, the intemational appli-
cation containg any of the defects referred to in Anticle 14(1)Ya)(), (ii), or (v),
the Intemational Bureau shall bring such defects to the attention of the receiving
Office.

(b) The receiving Office shall, unless it disagrees with the said opinion,
proceed as provided in Article 14(1)(b) and Rule 26.

1877 International Publication [R-2]

PCT Article 21
Internstional Publication

(1) The Internstional Bureau shall publish internstional applications.

(2)Xa) Subject to the exceptions provided for in subperagraph (b) and in
Anicle 64(3), the international publicatior: i { the international gpplication shall
be effected promptly after the expiration <. 18 months from the priority date of
that application.

(b) The applicant may ask the Intemational Bureau to publish his
international spplication any time before the expiration of the time limit referred
to in subparagraph (2). The Interational Bureau shall proceed accordingly, as
provided in the Regulations.

(3) The international search report or the declaration referred toin Article
17(2)(2) shall be published as prescribed in the Regulations.

(4) The language and form of the intemational publication and other
details are governed by the Regulations.

(5) There shall be no international publication if the international applica-
tion is withdrawn or is considered withdrawn before the technical preparations
for publication have been completed.

(6) If the international application contains expressions or drawings
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pubhc order, or if, in its oplmon. the international upphcnuon conseing dmpm
aging statements as defined in the Regulations, it may omit such expressions,

drawings, z~d statemesnts, from its publicetions, indicating the place snd number
of words or drawings omitted, and fumuhmg. upon mquen. individual copies
of the passages omitted.

PCT Articie 29
Effects of the International Publication

(1} As far as the protection of any rights of the applicant in & designated
State is comcemed, the effects, in that State, of the intemational publication of
an intematianal spplication shall, subject to the provisions of paragraphs (2) to
(4), bathe seme as those which the national law of the designated State provides
for the conpul sory national publication of unexamined national spplications as
such.

(2) If'the language in which the intemational publication has been effected
is differemt from the language in which publicstions under the national law are
effected in the designated State, the said nstional law may provide that the
effects provided for in paregraph (1) shall be applicable only from suck time as:

(1) 2 translation into the latter language has been published as provided
by the naticnsl law, or

(i1} 2 translation into the latter language has been made availsble to the
public, by laying open for public inspection as provided by the national law, or

(iii) a translation into the latter language has been transmitied by the
applicant tothe actual orprospective unauthorized userof the invention claimed
in the intermational application, or

{iv) both the acts described in (i) and (ili}, or both the acts described in
(ii) and (i), have taken place.

(3) The national law of any designated State may provide that, where the
international publication has been effecied, on the request of the applicant,
before the expiration of 18 months from the priority date, the effects provided
for in paragraph (1) shall be applicable only from the expiration of 18 months
from the priority date.

(4) The national Iaw of any designated State may provide that the effects
provided for in paragraph (1) shall be applicable only from the date on whicha
copy of the international application as published under Anicle 21 has been
received in the national Office of or acting for such State. The said Office shall
publisk the date of receipt in its gazstte as soon as possible.

PCT Rule 48
International Publicstion
48.1 Form
(a) The international application shall be published in the form of a
pamphise

(b) The perticulars regarding the form of the pamphlet and the method of
reproducticn shall be governed by the Administrative Instructions.
48. 2 Conzents

(a) The pamphlet shall contain:

(i) 2 standardized front page,

(if; the description,

71} the clabms,

(iv) the drawingg, if any,

(v) subject to parsgraph (g), the internstional szarch report or the
declaration under Article 17(2)(a); the publication of the international search
report in the parnphlet shall, however, not be required to include the part of the
intemational search report which comtsins only matter referred to in Rule 43
already eppearing on the front page of the pamphlet.

(vi) any gtatement filed under Anticle 19(1), unless the Intemational
Bureau finds that the statement does not comply with the provisions of Rule

464,
(vii ) any request for rectification refesred to in the third sentence of

Rule 91.3(f).
(b) Subject 1o paragraph (c), the front page shall include:

(i) data taken from the request sheet and such other data &5 are prescribed
by the Administrative Instructions,

(ii) a figure or figures where the intemational application contains draw-
ings, unless Rule 8.2(b) applies.

(iii) the abstract; if the abstract is both in English and in another language,
the English text shall appear first.
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{¢) Where & declaration under Anticle 17(2)(s) has issued, the froat page
shall conspicuously tefer to that fact and need include neither & drawing nor an
abstract, ..

{d) The figure or ﬂgures referred toin pangmph (b)(u) shall be selecied
as provided inRule 8.2. chroducuon of suchﬂgumorﬁgures on the front page
nnyhemueducedfonn SO

(e) If there is not enough room o the from. page for the v.o(nhty of the
absteact referred to in paragraph (b)(iii), the said abstract shall appesar on the
back of the front page. The same shall 2pply io the translation of the abstract
when such translation is required 1o be published under Rule 48.3(c).

(f)If the claimg have been amended under Article 19, the publication shall
contain either the full text of the claims both a¢ filled and as amended or the full
text of the claims as filed and specify the amendments. Any statement referred
toin Arnicle19(1) shall be included as well, mless the International Bureau finds
that the statement does not comply with the provisions of Rule 46.4. The date
of receipt of the amended claims by the International Bureau shall be indicated.

(8) If, at the time of completion of the technical preparations for interna-
tional publication, the international search report issnot yet available (for
example, because of publication on the request of the applicant as provided in
Anticles 21(2)(b) and 64(3)(c X(i)), the pamphiet shall contain,in place of the
international search report, an indication to the effect that the report was not
available and that either the pamphlet {(then also including the international
search report) will be republished or the international search report (when it
becomes available) will be separately published.

() If, at the time of the completion of the technical preparations for
international publication, the time limit for amending the claims under Article
19 has not expired, the pamphles shall refer 1o that fact and indicate that, should
the claime be amended under Article 19, then, promptly after such amendments,
either the pamphlet {containing the claims as amended) will be republished or
a statement reflecting all the amendmenis will be published. In the latter case,
at least the front page and the claims shall be republished and, if a statament
under Anticle 19(1) has been filed, that statement shall be published as well,
unlegs the International Bureau finds that the statemnent does not comply with the
provisions of Rule 46.4.

(i) The Administrative Instructions shall determine the cases in which the
various altemative referred to in paragraphs (g) and (h) shall apply. Such
determination shall depend on the volume and complexity of the emendments
and/or the volume of the intemational applications and the cost factors.

48.3 Languages

(a)® If the international application is filed in English, French, German,
Japanese, Russian or Spanish, that application shall be published in the language
in which it was filed.

(b)* If the intemational application is filed in a language other than
English, French, German, Japanese, Russian or Spanish, that applicaticn shall
be published in English translation. The transiztion shall be prepared under the
responsibility of the Intemational Searching Authority, which shall be obliged
tohave it ready in time to permit international publication by the prescribed date,
or, where Article 64(3)(b) applies, to permit the communication under Article
20 by the end of the 19th month after the priority date. Notwithstanding Rule

16.1(a), the Intemational Searching Authority may charge a fee for the transla-
tion to the applicant. The Intemational Searching Authority shall give the
applicant an opportunity to comment on the draft translation. The Intemational
Searching Authority shall fix a time limit reasonable under the ciscumstances of
the case for such comments. If there is no time to take the comments of the
applicant into account before the transiation is communicated or if there is a
difference of opinion between the applicant and the said Authority as to the
correct translation, the applicant may send a copy of his comments, or what
remaing of them, to the Intemational Bureau and each designated Office 1o
which the translation was communicated. The International Bureau shall
publish the essence of the comments together with the translation of the
Intemnational Searching Authority or subsequently to the publication of such
translation.

“ The words printed in italics will become applicable at the same time that
the PCT will enter into force inrespect of the country which, among the Spanish-
speaking countries is the first to ratify or accede to the PCT.

{c) If the international application is publiched in a language other than
English, the intemational search report to the extent that it is published under
Rule 48.2(a)(v), orthe declaration referred 10 in Article 17(2)(a), the title of the
invention, the abstract and any text matter pertaining to the figure or figures
accompanying the abstract shall be published both in that language and in
English. The translations shall be prepared under the responsibility of the
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Intemnational Bureau, -

48.4 Earlier Pubhcauon on the Appltcanl s chmt _
(2) Where the applicant asks for publication under Articles 2](2)(b) end
64(3)(c )(i) and the international search report, or the declaretion referred 1o
in Article 17(2)(a), is not yet availsble for publication together with the
intemational application, the Intemnational Bureau shell collect a special
publication fee whose amount shell be fixed in the Adminisirative Instruc-
tions. . S BTN
(b) Publication under Articles 21(2)(b) and 64(3)(c)(i) shall be effected by
the Intemational Bureau prompily after the applicant has ssked for it and, whe e
a special fee is due under paragraph (a), after receipt of such fee.
48.5 Notification of National Publication

Where the publication of the international apphcauon by the International
Bureau is govemned by Article 64(3)(c)(ii), the national Office concerned shell,
promptly sfter effecting the national publication referred to in the seid provi-
sion, notify the Intemnatics:al Bureau of the fact of such national publication.
48.6 Announcing of Certair Facts

(a) If any notification under Rule 29.1(a)(ii) reaches the Intemnational
Bureau at a time later than that st which it was able to prevent the intemational
publicatica of the international application, the Intemational Bureau shall
promptly publish a notice in the Gazette reproducing the essence of such noti-
fication,

(b) [Deleted}

(c) I the intemational application or the designation of any dcs:gnnted
State is withdrawn under Rule 32.1, or if the priority claim is withdrawn under
Rule 32%%.] after the technical preparations for intemational publication have

been completed, this fact snall be published in the Gazette.

PCT Ruie 86
The Gazette

86.1 Contents

The Gazeue referred 10 in Article 55(4) shall contain:

(i) for each published internationa! application, data specified by the
Administrative Instructions taken from the front page of the pamphiet published
under Rule 48, the drawing (if eny) appearing on the said front page, and the
abstract,

(ii) the schedule of all fees payable to the receiving Offices, the Intema-
tional Bureau, and the Intemational Searching and Preliminary Examining
Authorities,

(iii) notices the publication of which is required under the Treaty or these
Regulations,

(iv) information, if 2nd to the extent furnished to the International Bureau
by the designated or elected Oifices, on the question whether the requirements
provided for in Articles 22 or 39 have been complied with in respect of the
intemational applications designating or electing the Office concemed,

(v) any other useful information prescribed by the Administretive In-
structions, provided access 1o such information is not prohibited under the
Treaty or these Regulations.

86.2 Languages

(8) The Gazetie shall be published in an English-language edition and 2
French-language edition. It shall also be published in editions in any other
language, provided the cost of publicetion is assured through sales or subven-
tions.

(b) The Assembly may order the publication of the Gazeite in langueages
other than those referred to in paragraph (a) .

86.3 Frequency

(a) Subject to paragraph (b), the Gazette shall be published once & week.

(b) For a transitional period after the entry into force of the Treaty termi-
nating upon a date fixed by the Assembly, the Gazette may be published at such
times as the Director General considers appropriate having regard to the number
of intemational applications and the amount of other material required to be
published.

86.4 Sale

() Subject to paragraph (b), the subscription and other sale prices of the
Gazette shall be fixed in the Administrative Instructions.

(b) For a transitional period after the entry into force of the Treaty termi-
nating upon a date fixed by the Assembly, the Gazette may be distributed on such
terms as the Director General considers appropriate having regard tothe number
of international applications and the amount of othermeaterial published therein.
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86.5 Title
The title of the Gazente shall be “Gazette of International Patent Applica-
tions ,” and “Gazette des Demmdes internationales de brevets,” respectively.
86.6 Fwrther Details
Further details eonccmmgﬂxe Gazette may be provided forin the Admin-
ulnuve l'nmucuom '

PCT Administrative Instructions Section 404
Intermationsl Publication Number

The Internstionsl Bureau shall assign to each poblished intemational
applicetion an intemationsl pablication number which shall be different from
the intemational spplication number. The intemationsl publication number
ghall beused on the pamphlet snd in the Gazeite entry. It shall consist of the two-
Letter code “WO" followed by a two-digit designation of the last two numbers
of the yezr of publication, a slant, and a serial number consisting of five digits
(e.g., “WOTEM 2345,

35 U.S.C. 574 Publication of internationsl appiication: Effect.

The publication vnder the treaty of en international application shall
confer no rights and shall have no effect under this title other than that of a
printed publication.

37CFR 1.318 Notification of national publication of 2 patent based
on an internstionsi application.

The Office will notify the International Bureau when 2 patent is issued on
an spplicstion filed under 35 U.S.C. 371, and there has been no previous
intemstional publication.

The publication of international applications currently
occurs every other Thursday. Under Article 20 the International
Bureau sends copies of published applications to each of the
designated Offices on the day of publication. Asa PCT member
country, the U.S. Patent and Trademark Office also receives
copies of all published International applications for inclusion
in the examiner search files. Also a complete set of published
International applications in numeric order by publication
number is available on microfilm in the Scientific Library,

1880 Withdrawal of International Application
or Designations [R-2]

PCT Rule 32
Withdrawai of the International Application or of Designations
32.1 Withdrawals

(e) The spplicans may withdraw the international application prior to the
expiration of 20 months from the priority daie except as to any designated State
in which nationzl processing or exsmination has already started. He may
withdraw the designation of eny designated State prior to the date on which
processing or examinstion may start in that State.

(b) Withdrawal of the designation of all designated States shall be treated
a8 withdrawsl of the international spplication.

(c) Withdrawal shall be effected by & signed notice from the applicant to
the Imemational Bureas or 1o the receiving Office. In the case of Rule 4.8(b),
the notice shall require the signature of all the applicants.

(d) [Deleted]

(e) There shall be no international publication of the international appli-
cation or of the designation, as the case may be, if the notice effecting
withdrawal reaches the Insernational Bureau before the technical preparations
for publication have been completed.

1885 Receipt of the International Application
by the Designated Offices [R-2]

PCT Article 20
Communicstion to Designated Offices
(1)}(a) The intemational epplication, together with the international search
repont (including any indication referred to in Anticle 17(2)(b)) or the declara-
tion referred to in Anicle17(2)(a), shall be communicated w each designated
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Office, nsprovxded inthe Regulations, unleu the designated Office waives such
reguirement in iis entirety or in part.

(b) The communication shall include the translation (es prescribed) of
the said report or declaration.

{2) If the claims have been amended by viriue of Aniclei9(1), the
communication shall either contain the full text of the clairns both as filed end
as emended or shall contain the full text of the claims as filed and specify the
amendments, and shall include the siatement, if any, referred to in Asticle 19(1).

(3) At the request of the designated Office or the applicant, the Interna-
tional Searching Awuthority shall send to the said Office or the spplicam,
respectively, copies of the documents cited in the international search report, &8
provided in the Regulations.

PCT Rule 47
Communication to Designated Offices
47.1 Procedure

(2) The communication provided for in Article 20 ghall be effected by the
Intemnational Bureau.

(b) Such communication shall be effecied prompily afier the internstionel
publication of the international spplication and, in any event, by the end of the
19th month after the priority date. Any amendment received by the Intemeticnsl
Bureau within the time limit under Rule 46.1 which was not included in the
communication promptly to the designated Offices by the International Bureeu,
and the later shall notify the applicant accordingly.

(c) The Intemetional Burean shall send 2 notice to the applicant indicating
the designated Offices to which the communication has been effected and the
date of such communication. Such notice ghell be sent on the same doy as the
communication. Each designated Office shall be informed separately from the
communication, ebout the sending and the date of mailing of the notice. The
notice shall be accepted by all designated Offices as conclusive evidence that the
communication has duly tsken place on the date specified in the notice.

(d) Each designated Office shall, when it so requires, receive the intema-
tional search reports and the declarations referred to in Anticle 17(2)(z) also in
the translation referred to in Rule 45.1.

(e) Where any designated Office has waived the requitunent provided
under Anticle 20, the copies of the documents which otherwise would have been
sent to that Office shall, at the request of that Office or the applicant, be sent to
the applicant at the time of the notice referred to in paragraph (c).

47.2 Copies

(a) The copies required for communicstion shall be prepared by the
International Bureau.

(b) They shall be in sheets of A4 size.

(c) Except to the extent that any designated Office notifies the Interns-
tional Bureau otherwise, copies of the pamphlet under Rule 48 may be used for
the purposes of the commimication of the international application under Article

473 Languages

The international application communicated under Article 20 shall be in
the language in which it is published provided that if that language is different
from the language in which it was filed it shall, on the request of the designated
Office, be communicated in either or both of these languages.

37 CFR 1.414 The United States >Patent and Trademark Office
as a< Deslgnated Office >or Elected Office<.

(2) The Uuited Siates Patent and Trademark Office will act as a Designated
Office >or Elected Office< for intemational applications in which the United
Suates of America has been designated >or elected< as a State in which patent
protection is desired.

(b) The >United States< Patent and Trademark Office, when acting as &
Designated Office >or Elected Office< during international processing will be
identified by the full title “United States Designated Office™ or by the abbrevia-
tion “DO/US” >or by the full title “United States Elected Office” or by the
abbreviation “EOQ/US"<.

(c) The major functions of the United States Designated Office >or
Elected Office< in respect to intemationa! applications in which the United
States of America has been designated >or elected<, include:

(1) Receiving various notifications throughout the intemational
stage; >and<

(2) Accepting for * national >stage< * examination intemational
applications which satisfy the requirements of 35 U.S.C, 371 ® %%
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The Intemauonal Bureau communicates a copy of the
international application to each designated Office, except the
United States Patentand Trademark Office where that Office is
not only a designated Office but was also the Receiving Office
(35UsS.C. 371(a)) The copy is prepared by the International
Bureau and it is accompanied by a copy of any amendments to
the claims, and a copy of the international search report or the
declaration by the International Searching Authority to the
effect that no international search report will be established
(PCT Article 20(1)(a) and (2) and PCT Rules 47.1(a) and 47.2).
The International Bureau also sends a notice to the applicant
(form PCT/IB/308) informing him or her of those Offices to
which it has sent the copies and the date on which they were sent
(PCT Rule 47.1(c)).

The International Bureau effects the said communication
of the international application to the designated Offices
promptiy after publication.

The applicant may, if he or she so desires, transmit, or ask
the International Bareau to transmit, at any time, a copy of the
international application to any designated Office. Further de-
tails may be found in PCT Article 13 and PCT Rule 31.Itis to
be noted that any transmittal of this kind does not in the absence
of an express request from the applicant, entitle the designated
Office to start processing the international application in that
Office. At the express request of the applicant, however, any
designated Office may start processing or examining the inter-
national application earlier (PCT Article 23(2)).

1887 Entry into the National (or Regional)
Phase Before the Designated Offices [R-2]

PCT Articie 22
Cepy, Transiation, and Fee, to Designated Offices

(1) The applicant shall funish & copy of the international application
(unless the communication provided for in Anicle 20 has already taken place)
and a translation thereof (asprescribed), and pay the national fee (if any), to each
designated Office not later than at the expiration of 20 months from the priority
date. Where the national law of the designated State requires the indication of
the name of and other prescribed data concerning the inventor but allows that
these indications be furnished at s time later than that of the filing of & national
applicstion, the applicant shall, unless they were contained in the request,
fumnish the ssid indications to the nation! Office of or acting for that State not
later than at the expiration of 20 months from the priority date.

(2) Where the Intemaiions! Searching Authority makes a declaration,
under Anicle 17(2)(2), that no iniemational search report will be established, the
time limit for performing the acts referred to in paragraph (1) of this Article shall
be the same a3 that provided for in paragraph (i).

(3) Any national law may, for performing the acts referred to in paragraphs
(1) or (2), fix time limits which expire later than the time limit provided for in
those paragraphs.

PCT Article 23
Delaylng of Nationa! Procedure
(1) No designated Office shall process or examine the international
application prior to the expiration of the applicable time limit under Article 22.
{2y Notwithstanding the provisions of paragraph (1), any designated
Office may, on the express request of the applicant, process or examine the
international application at any time.

PCT Article 24
Possible Loss of Effect In Designated States
(1) Subject, in case (i) below, to the provisions of Article 25, the effect of
the intemational application provided for in Article 11(3) shall cease in any
designated State with the same consequences as the withdrawal of any national
application in that State:
(i) if the epplicant withdraws his intemational application or the desig-
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nation of that State; . '

(i) if the imemational npphcmon is conndemd withdravmn by vistue of
Anticles 12(3), 14(1)(b), 14(3)(a), 0r14(4), or if the designation of that State is
considered withdrawn by virtue of Article 14(3)Xb);

(iii}) if the applicent fails to perform the acts mfened 0 in Asticle 22
within the spplicsble time limit..

(2) Notwithstanding the provisions of pnragnph (1), any designated
Office may maintain the effect provided for in Anicle 11(3) even where such
effect is not required to be maintsined by virtue of Anicle 25(2).

PCT Article 26
Opportunity to Correct Before Designated Offices
No designated Office shall reject an international applicstion on the
grounds of non-compliance with the requirements of this Tresty and the
Regulations without first giving the applicant the opportunity to correct the said
application tothe extent and according tothe procedure provided by the national
law for the same or comparable situations in respect of national epplications.

PCT Articie 27
National Requirements

(1) No national law shall require compliance with requiremnents relating
to the form or contents of the intemational application differere from or
additional to those which are provided for in this Treaty and the Regulations.

(2) The provisions of paragraph (1) neither affect the applicstion of the
provisions of Article 7(2) nor preclude any iational law from requiring, oncethe
processing of the international applicaticy has started in the designated Office,
the furnishing:

(i) when the applicant is & legal entity, of the name of en officer entitled
to represeat such legal entity,

(if) of docuinents not pari of the international application but which
constitute proof of allegations or statements made in that application, including
the confinmstion of the international application by the signature of the applicant
when that application, as fiizd, was signed by his representative or agent.

(3) Where the applicant, for the purposes of any designated State, is not
qualified according to the national law of that Stste to file a national spplication
because he is not the inventor, the international application mey be rejected by
the designated Office.

(4) Where the national law provides, in respect of the form or contents of
national applications, for reguirements which, from the viewpoint of applicants,
are more favorable than the requirements provided for by this Treaty and the
Regulations in rcspect of intemational applications, the national Office, the
courts and any other competent organs of or acting for the designated State may
apply the former requirements, instead of the latter requirements, o intema-
tional applications, except where the applicant insists that the requirements
provided for by this Treaty and the Regulations be applied to iiis international
application.

(5) Nothing in this Treaty and the Regulations is intenided to be construed
as prescribing anything that would limit the freedom of each Contracting State
te prescribe such substantive conditions of patentability ae it desires. In
particular, any provision in this Treaty and the Regulstions conceming the
definiticr: of prior art is exclusively for the purposes of the international
procedure and, consequently, any Contracting State is free to apply, when
determining the patentability of an invention claimed in &n intemational
application, the criteria of its national law in respect of prior art and other
conditions of pateritability not constituting requirements as to the form and
contents of applications.

(6) The national law may require that the applicant furnish evidence in
respect of any substantive condition of patentability prescribed by such law.

(7) Any receiving Office or, once the processing of the intemnational
application has started in the designated Office, that Office may apply the
national law as far as it relates to any requirement that the applicant be
represented by an agent having the right to represent applicants before the said
Office and/or that the applicant have an address in the designated State for the
purpose of receiving natifications.

(8) Nothing in this Treaty and the Regulations is intended to be construed
as limiting the freedom of any Contracting State to apply measures deemed
necessary for the preservation of its national security of to limit, for the
protection of the general economic interests of that Stste, the right of its own
residents or nationals to file international applications.

Rev. §, July 1987



1887

PCT Artlcle 28 :
Ae-dnnt of the Claims; the Description, and the Drnwlngs,
before Deslgnated Offices .

(1) The spplicant shall be given the opportunity t smend the claims, the
de:cnptm and the drawings, before each designsted Office within the pre-
scribed time lisnit. No designated Office shall grant a patens, or refuse the grant
of a paer, before sudlumehmuhu expired except with the express consent
of the applicant. o

(2) The ernendments uhn]l notgobeyond theduclomzem the uuermuoml
epplication as filed unless the national law of the designsted Stete permits them
to go beyond the seid disclosure.

(3) The amendments shall be in accordance with the national law of the
designated State in all respects not provided for in this Treaty and the Regula-
tions. .

(4) Where the designated Office requires a iranslation of the international
application, the smendments shall be in the language of the translation.

PCT Reule 49
Copy, Translation and Fee under Articie 22
49.1 Notification

(a) Any Contrecting State requiring the fumnishing of a translation or the
payment of e national fee, or both, under Article 22, shall noify the International
Burezu of:

(t) the languages from which and the language into whick it requires
translation,
(ii) the amount of the national fee.

(a") Any Contracting State not requiring the fumishing, under Anticle 22,
by the epplicant of & copy of the international applicstion {(even though the
communication of the copy of the international applicsticn by the International
Bureau under Rule 47 has not taken place by the expirstion of the time limit
applicable under Article 22) shall notify the Intemational Bareau accordingly.

(&% Any Contracting State which, pursuant to Anicle 24(2), maintains,

if itis a designated State, the effect provided for in Anticle 11(3) even though a
copy of the intemational spplication is not furnished by the applicant by the
expiration of the time limit applicsble under Article 22 shall notify the
Imemauoml Bureau accordingly.

{‘nouficauon received by the Intemational Bureau under para-
gmphs (a), yor (a%) shall be promptly published by the Intemations] Bureau

in the Gazette.

(c) If the requirements under paragraph (a) change later, such changes
shall be notified by the Contracting State to the International Bureau and that
Bureay shall promptly publish the notification in the Gazetie. If the change
meane that translation is required into & language which, before the change, was
not required, such change shall be effective only with respect to international
applications filed laterthan two months after the publication of the notification
in the Gazette. Otherwise, the effective date of any change shall be determined
by the Contracting State.

49.2 Langucges

The language into which transiation may be required must be an official
language of the designated Office. If there are several of such lenguages, no
traz:slation may be required if the intemational application is in one of them. If
there are several official lanzuages and a translation must be fumished, the
applicant may choose any - hose languages. Noiwithstanding the foregoing
provisions of this paragrap.., if there are geveral official languages but the
national law prescribes the use of one such language for foreigners , a translation
into that langusge may be required.

49.3 Statements Under Article 19; Indications Under Rule 13*.4

For the purposes of Anicle 22 and the present Rule, any statement made
under Anticle 19(1) and any indication fumished under Rule 13*.4 shall, subject
1o Rule 49.5(c) and (h), be considered pant of the intemational applicetion,
49.4 Use of National Form

No applicant shall be required touse a national form when performing the
acts referred to in Asticle 22,

49.5 Contenss of and Physical Requirernents for the Translation

(@) For the pusposes of Anicle 22, the translation of the intemational
application shall contain the description, the claims, any text matter of the
drawings and the abstract. If required by the designated Office, the translation
shall also, subject to paragraphs (b) and (c),

(i) contain the request,
(ii) if the claims have been amended under Anticle 19,contain both the
claims as filed and the claims as amended, and

Rev. 5(#il{pggegompanied by a copy of the drawings.

MANUAL OF PATENT EXAMINING PROCEDURE

. (b) Any dengnned Office requiring the fumighing of a trenslaticn of the
request shall fumish copies of the language of the teanslation free of chargeto
the applicants. The form and contents of the request formi in the langusge of the
translation shall not be different from those of the request under Rules 3 and 4;
in particular, the request form in the language of the translition shall not ask for
any infarmation that is not in the request ax filed, The use of the request form in
the langnage of the translation :hallbeopumll.

(c) Wherethe lpphcantdldnotfumuhlmmlmon of any mwmcntmade
under Anicle 19(1), the de.ngmted Office may disregard such statement.

(d) If any drawing containg text matter, the translation of that text mutter
shall b= fumished either in the form of & copy of the original drewing with the
translation pasied on the original text matter or in the form of a drewing executed
anew.
() Any designated Office requiring under paragraph (a) the furnishing of
a copy of the drawings shall, where the applicant fsiled to fumish such copy
within the time limit spplicable under Article 22,

(i) invite the applicant to furnish such copy within 8 time limit which shall
be reasonable under the circumstances and shull be fixed in the invitation, or

(iiydisregard the seid drawing if such invitation, on February 3, 1984 isnot
compatible with the national law applied by that Office and as long as it
continues to be not compa!ible with that law.

() The expression “Fig.” does not require trenslation into any language.

() Where any copy of the drawings or any drawing executed anew which
has been fumished under paragraph (d)or {e) does nct comply with the physical
requirements referred to in Rule 11, the designated Office may iavite the
applicant to correct eny defect within a time limit which shall be reasonable
under the circumstances and shall be fixed in the invitation.

(h) Where the spplicant did not fumish & translation of any indication
furnished under Rule 13*.4, the designated Office shall invite the applicent to
furnish such translation, if it deems it to be necessary, within & time limit which
shell be reasonable under the circumstances and shall be fixed in the invitation.

(i) Information on eny requirement and practice of designated Offices
under the second sentence of paragraph (a) shall be published by the Intema-
tional Buresu in the Gazette.

(3) No designated Office shall require that the translation of the intemna-
tional application comply with physical requirements other than those pre-
scribed for the intemnational application as filed.

PCT Rule 50
Faculty Under Article 22(3)
50.1 Exercise of Faculty

(a) Any Contracting State allowing a time lirzit expiring Iater than the time
limits provided for in Article 22(1) or (2) shall notify the International Bureau
of the tirne limits so fixed.

(b) Any notification received by the Intemational Bureau under paragraph
(a) shall be promptly published by s International Burean in the Gazette,

(c) Notifications concerning the shonening of the previously fixed time
limit shall be effective in relation to iniemstional applications filed afier the
expiration of three months computed from the date on which the notification was
published by the International Bureau.

(d) Notifications conceming the lengthening of the previously fixed time
limit shall become effective upon publication by the International Bureau in the
Gazetie in respect of intemational applications pending at the time or filed afier
the date of such publication, or, if the Contracting State effecting the notification
fixes some later date, as from the latier date.

PCT Rule 52
Amendment of the Claims, the Description, and the Drawings,
before Designated Offices
52.1 Time Limit
(a) In any designated State in which processing or examinstion starts
without special request, the applicant shell if he so wishes, exercise the right
under Article 28 within one month from the fulfillment of the requirements
under Aniicle 22, provided that, if the communication under Rule 47.1 has not
been effected by the expirstion of the time limit appliceble under Article 22, he
shell exercise the said right not later than four months after such expiration date.
In either case, the spplicant may exercise the said right at any other time if so
permitted by the national law of the gsid State.
(b) In any designated State in which the national lew provides that
examination starts only on special request, the time limit within or the time at
which the applicant may exercise the right under Article 28 shall be the same a3
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that provided by the nistionsl law for the filing of amendments in the case of the
examination, on specisl request, of national epplications, provided that such
time limit shall not expire prior to, or such time shall not come before, the
expiration of the time limit appliceble under paragraph (a).

In order that his application may be processed by the
Office (national or regional) which grants (or refuses the grant
of ) anational (or regional) patent, the applicant must, subject to
the exceptions stated in this paragraph, do the following things:

(i) The applicant must pay the national fee to each desig-
nated Office not later than at the expiration of 20 months from
the priority date (PCT) Article 22(1)), unless more time is
allowed by the designated Office.

(ii) Depending on the language of the international applica-
tion, the applicant may have to fumish a translation of the
international application to the designated Office. The prepara-
tion of the translation is the applicant’s responsibility. The
translation must reach the designated Oifice not later than at the
expiration of 20 months from the priority date (PCT Aurticle
22(1) and 35 U.S.C. 371 (c)(2)). Where the applicant has
amended the claims by filing amendments with the Interna-
tional Bureau, he will have to furnish the translation also of the
original claims, and if he has filed a satement explaining the
amendments, a translation of that statement into the same
language as that into which the intemational application is
translated must be attached to the translation of the international
application (PCT Article 28(4) and PCT Rules 49.1(a)(i) and
49.2).

(iii) Where the International Bureau has not yet communi-
cated a copy of the international application to the designated
Office, the applicant must furnish a copy of the international
application (that is, a copy in its original language) to the
designated Office not later than at the expiration of 20 months
from the priority date. The applicant will receive form PCT/IB/
308 from the Intemnational Bureau indicating the date of mailing
of the communications as well as the designated Offices to
which the communication of copies was effected (PCT Rule
47.1(c)).

(iv) In respect of certain designated Offices, the applicant
must furnish, if it is not already contained in the “Request” part
of the international application, the name 2nd certain other data
conceining the inventor (PCT Articles 4 (1)(v) and 4(4)).

A summary of requirements for each of the designated
Offices is contained in Vol. II of the PCT Applicant’s Guide,
published by the International Bureau and available to U.S.
applicants from Pergamon International Information Corpora-
tion, 1340 Old Chain Bridge Road, McLean, Virginia 22101,
Teleprinier address: 90-1811, Telephone (703) 442-0900.

AMENDMENT OF THE INTERNATIONAL
APPLICATION IN THE “NATIONAL PHASE"

The applicant is permitted to amend the claims, the descrip-
tion and the drawings before the designated Offices. Any such
amendments must be submitted within the given time limit,
generally within one month of the payment of the national fees
and the furnishing of a translation, if necessary (PCT Article 28
and PCT Rule 52). The amendments must not go beyond the
disclosure in the international application as filed except where
the law of the designated State permits them to go beyond the
said disclosure. The amendments must be in accordance with
the law of the designated State in all respects not provided for in
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the PCT. The amendments must be presented in the langnage of
the translation of the international application, if a translation

was required,

1889 Representation Before the Designated
Office

Any designated Office may, once the processing of ilie
international application has started in that Office, apply the
national (regional) law as far as it relates to any requirement that
the applicant be represented by an agent having the right to
represent applicants before the said Office and/or that the
applicanthave an address in the designated State for the purpose
of receiving notifications (PCT Article 27(7)).

1890 Requirements To Enter National Stage in
United States of America [R-2]

35 U.S.C. 371 Nsational stage: Commencement

(8) Receipt from the Intemnational Bureau of copies of intemational
applications with any amendments to the claims, *international search reports,
>and intemational preliminary examination reports including eny annezes
thereto< may be required in the case of * international applications designating
>or electing<the United States. )

(b) Subject to subsecton {f} of this section, the national stage shall
commence with the expiretion of the applicable time limit under anticle 22 (1)
or (2) >, or under article 39(1)(a)< of the treaty.

(c) The applicant shall file in the Patent and Trademark Office —

(1) the national fee prescribed under section 376(a )(4) of this part;

(2) & copy of the intemational application , unless not required under
subsection (a) of this section or already communicated by the Intemational
Bureau, and a translation into the English language of the intemational applica-
tion, if it was filed in another language;

(3) amendments, if any, tothe claims in the international application, made
underarticle 19 of the treaty, unless such amendments have been communicated
to the Patent and Trademark Office by the International Bureau, and & transla-
tion into the English language if such amendments were made in another
languege;

(4)an oath or declaration of the inventor (or other person authorized under
chapier 11 of this title) complying with the requirements of section 115 of this
title and with regulations prescribed for oaths or declarations of applicants®>;<

(5) & translation into the English lenguage of any annexes to the intema-
tional preliminary exammastion repor, if such annexes were made in another
language.<

(d) The requireaient with respect to the nationsl fee referred to in
subsection {c)(1), the translation referred to in subsection (c)(2), and the cath or
declaration referred to in subsection (c)(4) of this section shall be complied with
by the date of the commencement of the national stage or by such later time as
may be fixed by the Commissioner. The copy of the international application
referred to in subsection (¢}{2) shall be submitied by the date of the commmence-
ment of the national stage. Failure to comply with these requirements shall be
regarded as abandonment of the application by the parties thereof, unless it be
shown to the satisfaction of the Commissioner that such failure to comply was
unavoidable. The payment of a surcharge may be required as & condition of
accepting the national fee referred to in subsection (c)(1) or the osth or
declaration referred to in subsection (c)(4) of this section if these requirements
are not met by the date of the commencement of the national stage. The
requirements of subsection (c){3) of this section shall be complied with by the
date of the commencement of the national stage and failure to do so shall be
regarded a8 a canceliztion of the amendments to the claims in the intemational
application made under article 19 of the treaty. >The requirement of subsection
(c)(5) shall be complied with a1 suchtime 2s may be fixed by the Commissioner
and failure to do so shall be regarded as cancellation of the amendments made
under article 34(2)(b) of the treaty.<

(e) After an international application has entered the national stage, no
patent may be granted or refused thereon before the expiration of the applicable
time limit under article 28 >or article 41< of the treaty, except with the express
consent of the applicant. The spplicant may present amendments to the speci-

Rev. 5, July 1987



1890

fieation, claims, and dnwmgn of the apphcaum afier the national stage has

() At lhe cxpmss request of the apphcant the nauonal suge of process-
ing may be commenced at any time at which the application is in order for such
purpose and the applicable requuemcms of subsecuon (c) of this sccuon have
been complied with. - ‘

35 U.S.C. 372 National stage: Reqguirements and procedure.

(=) All questions of substance and, within the scope of the requirements of
thetreaty and Regulations, procedure in an intemational application designating
the United States shall be determined as in the case of national applications
regularly filed in the Patent and Trademark Office.

(b) In case of international applications designating bat not originating in,
the United States - -

(1) the Commissioner may cause 1o be reexamined questions relating to
form and contents of the applicstion in accordance with the requirements of the
treaty and the Regulations;

(2) the Commissioner may cause the question of unity of invention to be
reexamined under section 121 of this title, within the scope of the requirements
of the treaty and the Regulations.

(3) the Commissioner may require a verification of the translation of the
intemational application or any other document pertaining to the application if
the application or other document was filed in a language other than English.

37 CFR 1.491 Entry into the national stage,

An inte-nationsl application enters the national stage when the applicant
hes filed the documents and fees required by 35 U.8.C. 371 (c) within theperiods
set in §1.494 or §1.495. ’

37 CFR 1.492 Nationat stage fees.

The following fees and charges for international applications entering the
national stage under 35 U.S.C. 371 are established by the Commissioner under
35U.8.C. 376:

(2) The basic national fee:

(1) Where an international preliminary examination fee
as set forth in §1.482 has been paid on the international application to the
United States Patent and Trademark Office:

By a small entity (§1.9()) c.covrvvrerenenne $150.00
By other than a smell entity ...................

(2) Where no intemational preliminary examination fee
as set forth in §1.482 hes been paid to the United States Patent and Trade-
mark Office, but an intemctional search fee as set forth in §1.445(a)(2) has been
paid on the international application to the United States Patent and Trademark
Office as an International Searching Authority:

By & small entity (§1.9(5) .vvevrerreeeerrre $170.00
By other than a small entity ..........couu... $340.00

(3) Where no international preliminary examination fee as set forth
in §1.482 has been paid and no intemational search fee &s set forth in
§1.445(a)(2) has been paid on the international application to the United States
Patent z2nd Trademark Office:

By a small entity (§1.9()) ......cconvenennnn. $225.00
By other than a small entity ................... $450.00

(4) Where the international preliminary examinastion fee as set forth in
§1.482 has been paid to the United States Patent and Trademark Office and the
intemational preliminary examination report states that the criteria of novelty,
inventive step (non-obviousness), and industrial applicability, as defined in
PCT Anicle 33(1) to (4) have been satisfied for 2l the claims presented in the
application entering the national stage (see §1.496(b)):

By a small entity (§1.9()) ........
By other than a small entity

(b) In addition to the basic national fee, for filing or later presentation of
each independent claim in excess of 3:
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By a smell entity (§1.9(5) ..o et s $17.00
_By other than a small entity ..........ce.c00r. $34.00 .

(c) In addition to the basic national fee, for filing or later presentstion of
ezch claim {whether independent or dependent) in excess of 20 (Note that
§1.75(c) indicateshow muluple dependent claims are considered for fee calcu-

lation parposes. ):

By a small entity (§1.9(f)) ...
By other than & small entity

{d) In addition to the basic national fee, if the application
contains, or is amended to contain, a2 multiple dependent claim(s), per applica-
tion:

By a small entity (§1.9(F)) «.ccoviiins connnr
By other than a small entity

( ¥ the additional fees required by paragraphs (b), (¢) and (d) sre nae
paid on presentation of the claims for which the edditional fees are due,
they mast be paid of the claims cancelled by amendment, prior to the
expiration of the time period set for response by the Office in any notice of
fee deficiency.)

(e) Surcharge for filing the basic national fee or cath or declaration later
than 20 months from the priority date pursuant 1o §1.494(c) or later than 30
months from the priority dater pursuant to §1.495(c):

By a small entity (§1.9(f)) ...
By other than 2 small entity

(f) For filing an English translation of an intemnational application later
than 20 months after the priority date (§1.494(c)) or for filing an English
translation of the intemational application or of any annexes tothe internationel
preliminary exaniination report later than 30 months sfter the, priority date
(§1.495(c) and (€))  cecrernrrenrincienim s asenn s $26.00

(35U.8.C. 6,376)

37 CFR1.494 Entering the national stage in the United States of
America as & Designated Office.

(z) Where no Demand hes been filed with an appropriate Intematicnal
Prelirinary Examining Authority by the expiration of 19 months from the
priority date (see §1.495), the applicant must fulfill the requirements of PCT
Article 22 and 35 U.S.C. 371 within the time periods set forth in paragrephs (b)
and (c) of this zection in order 1o prevent the abandonment of the intemational
application as to the Unites States of America. Intemational spplications for
which those requirements are timely fulfilled will enter the national stage and
obtain an examination as to the patentability of the invention in the Unites States
of America.

(b} The applicant shall fumish to the United States Patent and Trademark
Office not later than the expiration of 20 months from the priornity date -

(1) a copy of the intemational application, unless it has been previously
communicated by the Intemational Bureau orunless it was originally filed in the
United States Patent and Trademark Office;

(2) a translation of the intemational application into the English langusge,
if it was originally filed in another language;

(3) the basic national fee (see §1.492(s)); and

(4) an oath or declaration of the inventor (see §1.497).

(c) The applicant may fumish any required English transistion of the
inernational application, the basic nationsl fee and the oath or decleration of the
inventor after 20 months but not later than the expiration of 22 months from the
priority dste. The payment of the processing fee set forth in §1.492(f) is required
for accepuance of an English translation later than the expiration of 20 months
after the priority date. The payment of the surcharge set forth in §1.492(¢) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 20 months after the priority date.

(d) A copy of any amendments to the claims made under PCT Anticle 19,
and a translation of those amendments into English, if they were made in another
language, must be fumished not later than the expiration of 20 months from the
priority date. Amendments under PCT Article 19 which are not received by the
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expiration of 20 months from the priority date will be considered to be cancelied.
" (e) Verificstion of the translation of the internationsl application or any

other document penaining 1o an internationsl spplication may be required
where it is considered necessary, if the intemstional spplicstion or other
document was filed in a lenguage other than English. )

(f) The documents and fees submitted under paragraphs (b) and (c) of this
section roust be clearly identified as a submission to enter the national stage
under35 U.S.C. 371, otherwise the submission will be considered as being made
under 35 U.S.C.111. )

(g) The time limits set out in paragraphs (b), (c) and (d) of this section may
not be extended pursvant to §1.136 or otherwise. )

(h) An intemational spplication becomes abandoned as to the United
States 20 months from the priority date if & copy of the intemational application
is not communicated to the Patent and Trademark Office prior to 20 months
from the priority date where the United States has been design_awd bm not
elected prior to 19 manths from the prioity date. If a copy of the international
spplication is communicated within 20 months to the Patent and Trademark
Office, an intemational application will become abandoned as to the United
States 22 months from the priority date if the required English iranslation(s),
fees end oath or declaration under 35 U.S.C. 371(c) are not filed within 22

months from the priority date.

37 CFR 1.495 Entering the national stage in the United States of
America as an Elected Office ) )

() Where a Demand has been filed with an sppropriate International
Preliminary Exemining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in peragraphs (b) and (c) of this
section in order to prevent the abandonment of the intemational spplication a5
to the Unites States of America. Intemationa applications for which those
requirements are timely fulfilled will enter the national stage and obtain an
examination as to the patentsbility of the invention in the Unites State of
America.

(b) The spplicant shall furnish to the United States Plttt}t a.nd Trademark
Office not fiter than the expiration of 30 months from the priority date-

(1) 2 copy of the intemational application, unless it has been previously
communicated by the Internations] Bureau o unless it was originally filed in the
United States Patent and Trademark Office; _ .

(2) a translation of the international applicaticn into the English language,
if it was originslly file in another language;

(3) the basic national fee (sec §1.492(x)); and

(4) an osth or declaration of the inventor (see £1.497). )

(c) The applicent may fumish any required English tmnslmt_m of the
imernational application, the basic national fee and the oath or declaration of the
inventor sfier 30 monthe bui not later than the expiration of 32 months from the
priority date. The payment of the processing fee setforthin § 1 "_‘92“) is required
for acceptance of an English translation later than the expiration of 30 months
alier the priority date. The payment of the surcharge set forth in §1._492(e) is
required for acceptance of the basic national fee or thecathor d.eclarauon of the
inventor later than the expiration of 30 months after the priority date.

(d; A copy of any amendments to the claims made under PCT Article 19,
and a translation of those amendments into English, if they weremade in another
language, must be fumished not later than the expimt'im of 30 moml'm from the
priority date. Amendments under PCT Anticle 19 which are notreceived by the
expiration of 30 months from the priority date willbeconsidcredto?ecance.ued.

(&) A translation into English of any amnexes to the international
préeliminary examination report, if the annexes were made in another language,
must be furnished not Iater than the expiration of 30 months from the priority
dste. Translations of the snnexes which are not recieved by the expiration of 30
months from the priority date may be submitted wil.hin‘ 32 months from the
priority date accompanied by the processing fee set forth in §1.492(f). Trensia-
tions of the snnexes which are not timely received will be considered 1o be
mncelled‘ v . .

(D) Verification of the translation of the intemational application or any
other document pertaining io an intemational application may be required
where it is considered necessary, if the intemational application or other
document was filed in a language other than English. ] .

(2) The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified as a submission to enter the national stage under 35
U.5.C. 371, otherwise the submission will be considered as being made under

35uUsS.Cl1l.
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(g) The time limits set out in paregraphs (b), (c), (d) and (e) of this section
may not be extended purzuant to §1.136 or otherwige. ‘

(h) An intemations] spplicetion becomes sbandoned as 1o the United
Sistes 30 months from the priority date if & copy of the international spplication
is not communicsted to the Patent and Trademark Office prior to 30 months
from the priority date and 2 Demand for International Preliminary Examination
which elected the United States of America hag been filed priorto the expiration
of 19 months from the priority date. If a copy of the intemationsl spplication is
communicated within 30 moaths to the Patent and Trademerk Office, en
international application will become sbandoned as to the United States 32
months from the priority date if the required English translation(s), fees and cath
or declaration under 35 U.8.C, 371(c) are not filed within 32 months from the
priority date.

37 CFR 1.496 Eszaminstion of Internaticnal apptications in the
national stage

() International applications which have complied with the requirements
of 35 U.S.C. 371(c) will be teken up for action based on the daie on which such
requirerments were met. However, unless an express request for easly processing
has been filed under 35 U.S.C. 371(f), noaction rnay be taken prior to one month
afier entry into the national stage.

(b) A national stage application filed under 35 U.S.C. 371 may have paid
therein the basic national fee as set forth in §1.492(s)}(4) if it contains, or is
amended to contain, at the time of entry into the national stage, only claims
which have been indicaied in an intemnational preliminary examination repors
prepared by the United Ststes Patent and Trademark Office ag sstisfying the
criteria of PCT Article 33(1)-(4) as to novelty, inventive step and industrial
applicability. Such national stage applications in which the basic nstional fee as
set forth in §1.492(a)(4) bes been paid may be amended subsequent to the date
of entry into the nstional stage only to the extent necessary to eliminate
objections as to form or to cancel rejected claims. Such nationsl stage applica-
tions in which the basic nasional fee as set forth in §1.492(e)}(4) has been paid
will be taken up out of order.

37 CFR 1.497 Oath or decleration under 35 U.S.C. 371(c)(4).
(2) When an applicant of an intemational spplication, if the inveator,
desires to enter the national stage under 35 U.S.C. 371 pursuant to §1.494 or
§1.495, he or she must file an oath or declaration in accordance with §1.63.
(b) If the intemational application was made as provided in §1.422, 1.423
or 1.425, the applicant shall state his or her relationship to the inventor and, upon
information and belief, the facts which the inventor is reguired by §1.63 10 siate.

The United States national stage commencement require-
ments are set forth in 35 U.S.C. 371 and 372. In order to retain
the international filing date and enter the national stage in the
United States, and unless the international application was filed
in the United States Receiving Office or was already received
from the International Bureau, the applicant, who must be the
inventor for the United States (35 U.S.C. 373), must timely file
in the Patent and Trademark Office (37 CFR 1.61) the following
items:

(i) a copy of the international application and a English
transiation thereof, if necessary,

(ii) Amendments to the claims under PCT Article 19 which
were made before the Intemnational Bureau, if any, and an
English translation thereof, if necessary,

(iii) an oath or declaration of the inventor (37 CFR 1.70)
,and

(iv) the national filing fee (35 U.S.C. 376(4) and 37 CFR
1.402(a)). Theapplicant mustsubmitacopy of the international
application, if ithas not been communicated by the International
Bureau, not later than the expiration of 20 months from the
priority date to avoid abandonment of the application (35
U.S.C.371(d) and PCT Article 22). The filing fee and oath or
declaration may be submitted between 20 and 22 months from
the priority date if accompanied with the surcharge. If the filing
fee, oath or declaration, and any required surcharge are not filed
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by ihe expiration of 22 months from the priority date, the
application is abandoned. If any required English translation of
the international apphcatnon is not filed within 20 months from

the pnonty date, it must be filed wnhm 22 months from the
priority date along with the processing fee (37 CFR 1.492(f)) in.

order to prevent abandonment of the international apphcatmn
At 20 months the applicant may also file copies of the prior art
cited in the Search Report. - After filing, the applicant has the
right to amend the application before the designated Office
within one month after ‘entry into the national stage. The
amendment may affect the description, claims and drawings,
but may notadd new matter. It should be noted that the time limit
of 20 months from the priority date applies irrespective of
whether the international search report is available.

Entry into the national stage may also occur earlier at the
express request of the applicant under the provisions of 35
U.5.C. 371(f). In order that earlier entry into the national stage
may take place, the applicable requirements of 35 U.S.C.371(c)
must be received by the United States Patent and Trademark
Office.Requirements such as the Search Report and any amend-
ments to the clairas must be submitted promptly afier they are
made available, if not submitted with the other requirements of
35 U.S.C. 371(c).

EARLY PROCESSING OF APPLICATION AT THE U.S.
NATIONAL STAGE

National siage processing in the United States Patent and
Trademark Office will normally not begin until after the expi-
ration of the applicable time limit under PCT Article 22 (35
U.S.C. 371(b)).

This is true even if the applicant fulfills the requirements of
35U.8.C. 371(c), paragraphs (1), (2), and (4) to obtain an early
prior art date under 35 U.S.C. 102(e) well before the expiration
of the above mentioned time limit.

Applicants may, however, expressly request early process-
ing at any time after the applicable requirements of 35 U.S.C.
371(c) have been complied with. If a proper express request for
early processing is received, the international application will
promptly be assigned a national serial number and be forwarded
for examination.

PRIOR ART STATEMENT REQUIREMENT FOR
UNITED STATES

If the United States of America is designated, an informa-
tion disclosure statement under 37 CFR 1.97 and 1.98 should be
filed at the time of entering the national stage (35 U.S.C. 371 (b)
or(f}) or within three months thereafier. For purposesof 37 CFR
1.97(a) the date of entry into the national stage is considered to
be “the time of filing the application”.

UNITED STATES DRAWING REQUIREMENTS

When the nature of the subject matter of the invention
admits of illustration by the drawing and the applicant has not
furnished such a drawing, the Commissioner of Patents and
Trademarks may require the submission of such a drawing
within a time period of not less than two months from the
sending of anotice to the applicant (35 U.5.C. 113 and 37 CFR
1.81 and 1.83). Accordingly, whenever filing international
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applications which designate the United States, applicants may
wish to routinely furnish a drawing with each application in
which the subject matter “admits of illustration by a drawing”
even though the drawmg is not deemed necessary for the
understanding of the i mvenuon ‘

1892 Filing of Continuation or Contmuatwn-
in-part Application Mring Pendency of
International Application Designating

the United States [R- 2]

it is possible to file a U.S. national application under 35
U.S.C. 111 during the pendency (prior to the sbandonment) of
an international application which designates the United States
without completing the requirements for entering the national
stage under 35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States patent law. 35 U.S.C.
363 provides that “An international application designating the
United States shall have the effect from its international filing
date under article 11 of the treaty, of a national application for
patent regularly filed in the Patent and Trademark Office...”. 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shall be regarded as aban-
donment by the parties thereof...”. It is therefore clear that an
international application which designates the United States has
the effect of a pending U.S. application from the international
application filing date until its abandonment as to the United
States. The first sentence of 35 U.S.C. 365(c) specifically
provides that “In accordance with the conditicns and require-
ments of section 120 of this title,... a national application shall
be entitled o the benefit of the filing date of a prior international
application designating the United States.” The condition of 35
U.S.C. 120 relating to the time of filing requires the later
application to be “filed before the patenting or abandonmest of
or termination of proceedings on the first application...” {(em-
phasis added). The filing of a continuation or continuation-in-
part application of an international application may be useful to
patent applicants where the oath o declaration required by 35
U.S.C. 371(c)(4) cannot be filed within 22 months from the
priority date as required by 37 CFR 1.61(b). An applicant filing
an application under 35 U.S.C. 111 may obtain additional time
to file the oath or declaration under 37 CFR 1.53(d) and
1.136(a).

A Continuing application under 35 U.S.C. 365(c) and 120
must be filed before the abandonment or patenting of the prior
application.

37 CFR 1.494 Entering the natlonal stage in the United States of
America as a Deslignated Office.
e sk

(h) An international application becomes abandoned as to the United
States 20 months from the priority date if a copy of the international application
is not communicated to the Patent and Trademark Office prior to 20 months
from the priority date where the United States has been designated but not
elected prior to 19 months from the priority date. If a copy of the international
application is communicated within 20 months 1o the Patent and Trademark
Office, an intemational application wiil become abandoned as to the United
States 22 months from the priority date if the required English translation(s),
fees and oath or declaration under 35 U.S.C. 371(c) are not filed within 22
months from the prionity date.
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37 CFR 1‘495 Enterlng the natlonal stage ln the United Sntes of

Amerlu as an Elected Office
[ 22

(i) Aninternational apphcanon becomes abmdoneda. tothe United States
30 months from the priority date if a copy of the interational application is not
communicated to the Patent and Trademark Office priorto 30 months from the
priority date and a Demand for Intemational Préliminery Examination which
elected the United States of America has been filed prior to the expiration of 19
mouths from the priority date. If & copy of the intemational application is
communicated within 30 months to the Patent and Trademark Office, an
internztional application will become abendoned as to the United States 32
months from the priority date if the required English translation(s), fees and oath
or declaration under 35 U. S C. 371(c) are not filed within 32 months from the
priority date.

1895 Review Under PCT Article 25 [R-2)

PCT Artlcie 25
Review by Deslgnated Offices

(1Xa) Where the receiving Office has refused to accord an intemational
filing date or has declared that the intematicnal application is coasidered
withdrawn, or where the Intemational Bureau has made a finding under Aricle
12(3), the Intemational Buresu shall promptly send, at the request of the
applicant, copies of any documant in the file to any of the designated Offices
named by the applicant.

(b) Where the receiving Office has declared that the designation of any
given State is considered withdrawn, the Intemational Bureau shall prompely
send, at the request of the applicant, copies of any document in the file to the
national Office of such State.

(c) The request under subparagraphs (2) or (b) shall be presented within
the prescribed time limit.

(2)(a) Subject to the provisions of subparagraph (b), each designated
Office shall, provided that the nationsl fee (if any) has been paid and the
appropriate translation (as prescribed) has been fumished within the prescribed
time limit, decide whether the refusal, declaration, or finding, referred to in
paragraph (1) was justifizd under the provisions of this Treaty and the Regula-
tions, and, if it finds that the refusal or declaretion was the result of an error or
omission on the part of the receiving Office or that the finding was the result of
an error or omission op *he part of the Intemational Bureau, it shall, as far as
effects in the State of the designated Office are concerned, treat the international
application as if such error or omission had not occurred.

(b) Where the record copy has reached the International Bureau after the
expiration of the time limit prescribed under Article 12(3) on account of any
error or omission on the part of the applicant, the provisions of subparagraph (a)
shall apply only under the circumstances referved to in Article 48(2).

35 1.5.C. 366 Withdrawn international application

Subject to section 367 of this part, if an intemational application designat-
ing the United States is withdrawn or considered withdrawn, either generally or
as 1o the United States, under the conditions of the treaty and the Regulations,
before the applicant has complied with the spplicable requirements prescribed
by section 371(c) of this part, the designation of the United States shall have no
effect after the date of withdrawal snd shall be considered as not having been
made, unless 2 claim for benefit of a prioz filing date under section 365(c) of this
section was made in & nationsl application, or an interiaticnal application
designating the United States, filed before the date of such withdrawal How-
ever, such withdrawn intemational applicetion may serve asthe basis fora claim
of priority under section 365 (a) and (b) of this part, if it designated a country
other than the United States,

35 U .8.C. 367 Actions of other authorlties: Review

(a) Where a Receiving Office other than the Patent and Trademark Office
has refused to accord an intemational filing date to an intemational application
designating the United States or where it has held such application to be
withdrawn either generally or as to the United States, the applicant may request
review of the matter by the Commissioner, on compliance with the requirements
of and within the time limits specified by the treaty and the Regulations. Such
review may result in 8 determination that such application be considered as
pending in the national stage.

(b) The seview under subsection (a) of this section, subject to the same
requiremnents end conditions, may also be requesied in those instances where an
intemnational application designating the United States is considered withdrawn
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.due to a finding by the International Buresu under Article 12(3) of the treaty.

PCT Article 25and 35U.5.C. 367 provide for review by the
United States Designated Office of decisions by another Re-
ceiving Office (1) refusing to granta filing date or (2) withdraw-
ing the international application or the designation of the United
States of America.

1896 Effect of U.S. Pate..t Issued on an Inter-
national Application

PCT Articie 46
Incerrect Transiation of the International Appilication

If, because of sn incorrect translation of the intemational application, the
scope of any patent grant=d on that application exceeds the scope of the
international application in its original langusge, the compezent authorities of
the Contracting State concerned may accordingly and retroactively limit the
scope of the patent, and declare it null and void to the extent that its scope has
exceeded the scope of the international application in its original language.

35 U.S.C. 375 Patent issued on international application: Effect

(a) A patent may be issued by the Commissioner based on an intemational
application designating the United States, in accordance with the provisions of
this title. Subject to section :02(e) of this title, such paterit shall have the force
and effect of a pztent issued on & national application filed under the provisions
of chapter 11 of this title.

(b) Where due to an incorrect translation the scope of & patent granted on
an international applicstion designeting the United States, which was not
originally filed in the English language, exceeds the scope of the intemational
application in its original language, a court of competent jurisdiction may
retroactively limit the scope of the patent, by declaring it unenforceible to the
extent that it exceeds the scope of the intemationsl application in its original
language,

Apatentissued on an international application has the same
force and effect as a patent issued on a national application
except that a court may retroactively limit the scope of a patent
if it is too broad because of am incorrect translation, 35

U.S.C375.

1897 Filing and Prior Art Effect in United
States of America [R-2]

35 U.8.C. 363 Internaztional application designating the United

States: Effect

An intemnational application designating the United States shall have the
effect, from its international filing date underarticle 11 of the treaty, of 2 national
application for patent regularly filed in the Patent and Trademark Office except
as otherwise provided in section 102(e) of this title.

37 CFR 1.53 Serlal number, flling dste, and completion of

application.
LR 2 I

(f) The filing date of an international application designating the United
States of America shall be treated as the filing date in the United States of
America under PCT Anticle 11(3), except as provided in 35 U.S.C. 102(e).

The prior art effect under 35 U.S.C. 102(e) begins on the
date the applicant has fulfilled the requirements of 35 U.S.C.
371(c)(1), (2) and (4). These requirements are that the national
filing fee, a copy of the international application and a verified
English translation thereof, if it was filed in another language,
and an oath or declaration be filed in the United States Patentand
Trademark Office. The international application also becomes
prior art when it is published promptly after the expiration of 18
months from the priority date, or earlier at applicant’s request,
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maﬂmg ﬂmeteﬁ.pmwn lmﬂmclnmxtcannozbcextended ”

'dments to the specxficauon.

The response may include.
hic

The apphcant,
an interview; with-the: examiner :during the time limit for Te-
sponse to the Written: Opxnxon Allinterviews must be made of
record in me mtemauonal apphcatxon

5. Internatwnal Prelnmmary Examination Report
fForm PCT/IPEA/409]:: - 1.5 : 1.
~Timelimit~The complgxed Imemanmal Prehmmary Ex~
amination Report must be forwarded to PCT Central before the
expiration of 27 months from, the priority date of the interma-

applicant s' represemauve mav nold

Rev. 5, July 1967

EXAMINATION PROCEDURE

The International Preliminary Examination is to be carried
out in accordance with PCT Article 34 and PCT Rule 66. After
the Demand is checked for compliance with PCT Rules 53 - 55,

" 57 and 58, the first step of the examiner is to study the descrip-

tion, the drawings (if any), and the claims of the internaticnal
application and the documents describing the prior art as cited
in the International Search Report.

A Written Opinion must be prepared if the examiner:

1. considers that the international application has any of the
defects described in PCT Article 34(4) concerning subject
matter which is not required to be examined or which is unclear
or inadequately supported,

2. considers that the report should be negative with respect
to any of the claims because of a lack of novelty, inventive step
(non-cbviousness) or industrial applicability as described in
PCT Articie 33(2) - (4),

3. notices any defects in the form or contents »f the inter-
national application,

4. considers that any amendment goes beyond the disclo-
sure in the international application as originally filed, or

5. wishes t0 make an observation on the clarity of the
claims, the description, the drawings or to the question whether
the claims are fully supported by the description (PCT Rule
66.2).

The Written Opinionis prepared on form PCT/IPEA/408to
notify applicant of the defects found in the international appli-
cation. The examiner is further required to fully state the reasons
for his or her opinion (PCT Rule 66.2(b)) and invite a written
reply, with amendmenis where appropriate (PCT Rule 66.2(c))
normally setting a two month time limit for the reply.

The applicant may respond to the invitation by making
amendments or, if applicant disagrees with the cpinion of the
examiner, by submitting arguments, as the case may be, or both.

The U.S. Rules of Practice pertaining to internationai pre-
liminary examination of international applications permit a
second Writicn Opinion in those cases where sufficient time is
available. Normally only one Written Opinion will be issued.
Any response received afier ihe expiration of the time limit set
for response to a Written Opinion will not be considered in pre-
paring the International Preliminary Examination Report.

If the applicant does not respond to the Written Opinion
within the set time period, the International Preliminary Exami-
nation Report wili be prepared after expiration of the time limit
and sufficient time to have any response clear the Mail Room.

If after initial examination of the international application,
there is no negative statement or comment to be made, then only
the International Preliminary Examination Report will be pre-
pared without a Writtcn Opinion having been issued.
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 PATENT COOPERATION TREATY

1898.01(a) Provisions of Agreement with the
International Bureau to serve as an Interna-
tional Searching and Prehmmary Examination

Authorlty [R 5]

A copy of the Agreement appears in MPEP §1804

PCT Article 32
The Interanstional Preliminary Exsmining Autherity

(1) International preliminary examination shall be carried out by the
Intemational Preliminary Examining Authority.

'{2) In the ease of damands referved w in Asticle 31(2)(s), the receiving
Office, and, in the case of demands referred toin Anicle 31 (2)(b), the Assembly,
shall, in accordance with the spplicable sgreement between the interssied
International Preliminary Examining Authority or Awtherities end the Interna-
tional Buresu, specify the Intemnational Preliminary Examining Authority or
Authorities competent for the preliminary examination.

(3) The provisions of Article 16(3) shall apply, mutatis mutandis, ir:
respect of the International Preliminary Examining Authiorities.

PCT Artlcle 34
Procedure before the Internationsl Preliminary Examining
Authority

(1) Procedure before the Intemational Preliminary Examining Authority
shall be govemed by the provisions of this Treaty, the Regulations, and the
agreement which the Internationel Buresu shall conclude, subject to this Treaty

and the Regulations, with the said Authority.
p2 2 11

37 CFR 1.416 The Unlted States Internationsl Prellminary
Examining Aethority

(2) Pursuant to appointment by the Assembly, the United States Patent and
Trademark Office will act as an Intemnational Preliminary Examining Authority
for intemational spplications filed in the United States Receiving Office and in
other Rereiving Offices a2 may be sgreed upon by the Commissioner, in
sccordance with egreement between the Patent end Trademark Office and the
Intesnstional Burean.

(b) The United Stetes Patent and Trademark Office, when acting as an
International Preliminary Examining Authority, will be identified by the full
title “United States Intemationsal Preliminary Examining Authority” or by the
abbrevistion “IPEA/US.”

(c) The major functions of the Internstional Preliminary Exsmining
Authority include:

(1) Receiving and checking for defects in the Demand;

(2) Colleciing the handling fee for the Imemational Buresu snd the
preliminary examination fee for the United States Intemnationsl Preliminary
Examining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Considering the matter of unity of invention;

(5) Providing an intemastionsa! preliminary examination seporn which is a
non-binding opinion on the questions whether the claimed invention appears 1o
be novel, to involve iaventive siep (to be non-obvious), and to be industrially
applicable; and

(6) Transmiuing the intemational preliminary examination report to
spplicant and the International Buresu,

An agreement has been concluded between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau under which the USPTO agrees to serve as an
International Preliminary Examining Authority for those appli-
cations filed in the USPTO as a Receiving Office and for those
international applications filed in other receiving Offices for
which the USPTO has served as an International Searching

1800-87

Authority, . :

The agreement is prov:ded forin PCT Amcles 32(2) & (3);
and 34(1), and in PCT Rules 58.3, 59.1, 63.1, 72.1, 754, and
77.1(a). Authority is givenin35 U.S.C. 361(c), 362(a) & (b) and
in 364(a). 37 CFR 1.416(a). andPCTAdmmlstranw Instruction
§ 103(c) are also relevant.

1898.02(b) Preparation for filing of Demand
{R-5]

37CFR 1.480 Demand for international preliminary examination.
{2) On the filing of 2 Demand end payment of the fees for international
preliminary examination (§1.482), the international epplication shall be the

subject of an intemational preliminary examination. The examina-
tion fee (§1.482(a)(1)) and the handling fee (§1.482(b)) shall be due at the ime
of filing of the Demand.

{b) The Demend shail be mede on a standardized printed form. Copies of
the printed Demand forms are available from the Patent end Trademark Office.
Letiers requesting printed forms should be marked “Box PCT™.

(c) If the Demand is made prior to the expiration of the 19th month from
the priority date and the United States of America is elected, the provisions of
$1.495 shall apply rather than §1.494.

(d) Withdrawal of & proper Demand will not entitle spplicant to a refund
of the preliminary examination fee or handling fee.

The Demand should be filed on PCT Form PCT/IPEA/401
along with the fee calculation sheet. These forms may be
obtained free of charge by requesting them by writing to the
United States Patent and Trademark Office, Box PCT, Wash-
ington D.C. 20231 or by telephone by calling (703) 557-2003.

1898.01(b)(1) Amendments filed with Demand
[R-5]

PCT Rule 66
Procedure before the International Preliminary Examining

Authorlty
DEBED

66.8 Form of Amendments

(a) The applicant shall be required to submit a replacement sheet for every
sheet of the intemnational application which, on account of &n amendment,
differs from the sheet originally filed. The letter accompanying the replacement
sheets shall draw auention tothe differences between the replaced sheets and the
replacemnent sheets. Tothe extent that any amendment regults in the cancellstion
of an entire sheet, that amendment shall be communicsted in & letter.

(b) [Deleted]

66.9 Language of Amendments

If the intemational application has been filed in & iznguage other than the
ienguage in which it is published, any amendment, 2s well as any letter referred
1o in Rule 66.8(2), shall be submitted in the language of publication.

PCT Admlinistrative Instructlons Sectior 602
Amendments under Rule 66.8(s)

(2) The Intemationsl Preliminary Examining Authority shell indelibly
mark, so asto admit of direct reproduction in any of the manners set forth in Rule
11.2(a), in the upper right-hand comer of each replacement sheet submitted
under Rule 66.8(a), the iniemational application number and the date on which
it was received and, in the middle of the boitom margin, the words “SUBSTI-
TUTE SHEET” or their equivalent in the languege of publication of the
international application. It shall keep in its files any replaced sheet, the leuter
accompanying the replacement sheet or sheets, and any letter referred toin the
last sentenice of Rule 66.8(a)

(b) Section 311(b)iii) shali apply when one or more sheeu are added
under Rule 66. 8(:)

Rev. S, Tuly 1987



1898.61(b)(2)

37 CFR 1.485 Ameadments by appllcant durlng Internatlonal
prcllmlnary examination.

. The epplicant may make smendments ntheumeofﬁlmgofzheDemmd
mdmmmthenmehmnmbymelnwmnwml Preliminary Examining
Authadity for response to the writien opinion. Any such amendments must -

(1) be meade by submiting & replacement § sheet for every sheet of the
application which differs from the sheet it replaces unless an entire sheet i
cancelled and

@)include e deccnpuon of howthe teplmcm shect differs from the re-
pleced shees. If an amendment cancels an entire sheet of the intemational
gpplicaticn, that smendment shall be communicated in s letter.

Amendments may be filed with the Demand if desired w0
place the application claims in better condition for international
preliminary examination. Suchamendments ,however, maynot
include new matter and must be accompanied with adescription
of how the replacement sheet differs from the replaced sheet.

1898.01(b)(2) Applicant’s Right to file a
Demand [R-5]

PCT Artlcle 31
Demand for International Preliminary Exemination
L 121
(2Xa) Any spplicant who is a resident or nstionsl, as defined in the
Regulstions, of a Contracting State bound by Chaprer I, and whose intemna-
tional epplication has been filed with the receiving Office of or acting for such
Suate, may meke a demand for ingernstionsl preliminary examination

L2 2 1

PCT Rule 54
The Applicant Entitied to Make & Demand

54.1 Residence and Nationality

The residence or nationality of the applicant shall, for the purposes of
Anicle 31(2), be determined according to Rules 18.1 and 18.2.
54.2 Several Applicents: Same for All Elected States

If all the spplicants are applicants for the purposes of all elected States, the
right to make 8 dem:and onder Article 31(2) shall exist if a1 least one of them is

(i) a resident ornational of a Contracting State bound by Chapier I and the
internetional application has been filed as provided in Article 31(2)(s), or

(ii) & perzon entitled to make a demand under Article 31(2)(b) end the
intemational spplication hae been filed a8 provided in the decision of the
Agsembly.
54.3 Several Applicants: Different for Differen: Elected States

() For the purposes of different elected States, differert applicants may
be indicsted, provided ther, in respect of each elected State, at least one of the
applicants indicated for the purposes of that State is

(i) a resident or national of & Contracting State bound by Chapter Il and the
intemational application has been filed as provided in Article 31(2)(z), or

(ii) e person entitled 1o mske & demand under Anicle 31(2)X(b) and the
international spplication has been filed as provided in the decision of the
Asgsembly.

(®) [Deleted]
54.4 Applicant Not Entitled to Make & Demand or an Election

(a) If the applicant does not have the right or, in the case of several
applicants, if none of them has the right to make & demand under Anicle 31(2),
the demand shall be considered not to have been submitied.

(b) If the requirement under Rule 54.3(g) is not fulfilled in respect of any
elected State, the election of that State shall be considered not to have been

made.

At least one applicant must be a resident or national of a
state bound by Chapter II for each Efected State. If such is not
the case the election of such a state will be considered as not
having been made. If no applicant has the right to filea Demand,
the Demand is considered as not having been submitted.

Rev. §, July 1987
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1898. Ol(b)(B) States which may be Elected
[R-§] ‘

PCT Artlcle 31

Demand for Internationsl Preliminary Examination
L2214

(4)(2) The demand shall indicate the Contreciing State or States in which
the applicam intends 10 use the results of the international preliminary exami-
nation (“elected States"). Additional Contracting States may be elected later.
Election may relste only o Contracting States already designated under Article
4.

(b} Applicants referred to in paragreph (2)(e) may elect eny Contmcting
State bound by Chapter I. Applicants referred to in paragraph (2)(b) may elect
only such Contracting States bound by Chagict I as have declared that they are
prepared to be elected by such applicants.

L1t 2

Only PCT member states which have ratified or acceded to
Chapter I and which were designated in the Reguest may be
elected under Chapter Il. The Assembly has taken no action to
allow persons who are residents or nationals of a State not party
to the PCT or not bound by Chapter II to make a Demand under
Article 31(2)(b). At the present time ali PCT member States
except Denmark, Norway, Lichentenstein, Republic of Korea
(South Korea), and Switzerland are members of Chapter I and

may be elected.
1898.01(b)(4) Agent’s Right to Act [R-§]

Any agent entitled to practice before the receiving Office
where the international application was filed may represent the
applicant before the international authorities, PCT Article 49.

If for any reason, the examiner needs to question the right
of an attorney or agent to practice before the International Pre-
liminary Examining Authority, the USPTO roster of registered
attorneys and agents should be consulted. If the international
application was filed with a Receiving Office other than the
United States, Form PCT/IPEA/410 may be used o ask the Re-
ceiving Office with which the international application was
filed. whether the agent named in the international application
has the right to practice before that Office.

The PCT Ariicle and Regulation governing the right to
practice are Article 49 and Rule 83.

1898.01(c) Filing of Demand [R-§]

PCT Articie 31
Demand for Internatione! Preliminary Examination

(1) On the demand of the applicant, his intemnational application chall be
the subject of en intemational preliminary examination as provided in the
following provisions and the Regulations.

L2180 ]

(3) The demand for intemational preliminary examination shall be made
separately from the international application. The demand shall contzin the
prescribed particulars and shsll be in the prescribed language and form.

L1202

(6)e) The demand shall be submitted to the competent Internationel

Preliminary Examnining Authority referred to in Article 32.

Sedpd
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PATENT COOPERATION TREATY . 1898.01(c):

PATENT COOPERATION TREATY
DEMAND
UNDER ARTICLE 3t OF THE PATENT COOPERATION TREATY:
THE URDERSIGNED REQUESTS THAT THE INTERNATIONAL APPLICATION SPECIFIED BELOW

BE THE SUBJECT OF INTERNATIONAL PRELIMINARY EXAMINATION
- ACCORDING TO THE PATENT COOPERATION TREATY

Applicant’s or Agent's File
R:H:

Bex Ne.1 IDENTIFICATION OF THE INTERNATIONAL APPLICATION rence (indicated by applicant if desired):

CHMC-123
Internationel Applicanion No. Internsational Filing Date (Eartiest) Priority Date
PCT/US87/88888 06 July 1987 (06.07.87) 15 July 1986 (15.07

86)

Title of Invention

Self-Steering Gear for Sailboats

Box Ne. Il APPLICANT(S). Furiher applicants are indicated on a continuation sheet D

Name end address, including posial code and country:

Columbia Marine Corporation
100 Front Street

Annapolis, Maryland 20726
United States of America

State of nationality: us State of residence ®:

us

Teiephone number Telegraphic Teleprintert

(including area code): 30 =555«13122 address- sddress: )

Name and address, including postal code and country:

Jones, John Paul

200 Shady Grove Road
Davidsonville, Maryland 20720
United States of America

State of nationality: State of residence ©:

us us

.A,SEE') Ml AGENT OR COMMON REPRESENTATIVE (IF ANY); ADDRESS FOR NOTIFICATIONS (IN CERTAIN

The following named egent or common representative
i E has been appointed earlier and represents the apphlicant giso for international preliminary examination
2. D is hereby gppointegd and any earlier appointment of an agent 1s hereby revoked

3 D is hereby sppointed, in eddition to the agent(s) appoinied earhier, for the procedure before the International Preliminary
Examining Authority

Name and address, including postal code and country If the space below is used instead for an D

address for notifications, check here
Adams, John Q.
Adamsg, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820
United States of America

Telephone number - - Telegraphic Teleprinter
(including srea code): 301-577-7777 address uddrgss;

© [f the State of residence is not indscated. 1t will be assumed that it is the same as the State indicated in the address.

Fore. .'CT/IPEA/40] (first sheet) (July 1987) See notes on accompanying sheet

“¥MB 0651-0021
£ . iration Date 12/89

1800-89 Rev. §, July 1987
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Sheet sumber ....&. PCT/US87/88888

. Box Ne. IV DECLARATION CONCERNING AMENDMENTS OF THE CLAIMS

Applicant wishes internstions! prelimintry exsminstics 1o 6ax promptly oe the basis of the claims
@ s filed (amendments cader Anitle 19 bsve not been mnde aad will not be made)

D o5 amended under Article 19
D as specified oo the stached ghect

BOX Ne.V ELECTIOX OF STATES

The following designeted Simes e hereby elecied (please check the gpplicable boxes):

Reglonal Patent

EP l': Patent: AT Austris, BE Belgiuvm, DPE Germany (Federsl Republic of), FR France,
Biled Km;dom T ltsly, LU Luxembourg, NL Netherlands, SE Sweden,
nnd any ciber Comtraciing State of tbe Europesn Psteat Convention which bas become party to the PCT {including Chapler 11
thereof) or bownd by Chapter Il of the PCT after the issugnce of this sheet (epecify oo dotted line):

..................................................................................................

D OA OAPI Pateat: Benin, Cameroon, Central African Republic, Ched, Congo, Gabon, Mali, Mauritanis, Senegal, Togo,
end eny ciher member State of OAPI which kas become party to the PCT (including Chapter 1] thereof) sfier the issuance of

this shest.

Natisnel Patent

D AT Austria

LE SriLenks

US United Sisies of America

m AU Australiz % LU Luxembourg
D BB Berbados D MC Moneco
[ 86 Buigaria [} M6 Madagascar
[X bR Brazi ] mMw Matawi

@ DE Germany (Federa! Republic of) D NL Netherlands
B FI  Finland D RO Romenia
[ 6B United Kingdom [ sp sudan

D HU Hungary D SE Sweden
[® ¢ Japan [ su soviet Union
0w 3

Democratic Pecple's Republic of Kores

Srnce reserved for elect:ng Swsies which have become perty to the PCT (including Chapter I thereof) or bound by Chspter I of the PCT
ter the issuan:e of this skeet:

...........................................................................................................

Box Ne. VI SIGNATURE

/r/w. delare.

John Adams

(The following is to be filled in by the Internatione) Preliminary Exemising Authority)

). Date of sctual receipt of DEMAND:

2 Adjusted date of recerpt of DEMARD due vo CORRECTIONS under Rute 60.3(b):

Form PCT/IPEA/40] (iest sheet) (July 1967) Sce noles on accompanying sheet .

Rev. 5, July 1987 1800-90




- PATENT COOPERATION TREATY

NOTES TO THE DEMAND FORM (PCT/IREA/401)

These Notes ate intended to give some information concem-
ing international preliminary examination under Chapter Il ofthe
PCT and to facilitate the filling in ofthe present form. For authen-
tic Information, see the text of the Patent Cooperation Treaty and
the texts of the Regulations and the Administrative Instructions
under that Tresty. In case of discrepancy between these Notes and
the said texts, the latter are applicabie. For more detsiled informa-
tion, see also the PCT Agplicant's Gulde, a publication of WIPO.

“Ariicle™ refers 1o Articles of the Tresty, “Rule”™ refers to
Rules of the Regulations and “Section” refers o Sections of the
Administrative Instructions.

IMPORTANT GENERAL INFORMATION

Whe Mey File 3 Demaad (Anticle 31(2X2))? A demand (for
internstionsl preliminsry examination) may only be filed by an
epplicant who is & national or resident of 2 PCT Contracting State
which isbound by Chapter I of the PCT; furthermore, the interna-
tional spplication must have been filed with the receiving Office of,
or scting for, such State. Where there are several applicants, at least
one of themn must qualify for the purposes of each elecied Stzte
Rule 54.3(a)).

Where Mezt Gie Demand Be Filed (Article 31(6Xa))? The
demeand must be filed with the Internationsl Preliminary Examin-
ing Authority (TPEA). The receiving Office with which the internas-
tional application was filed will, upon request, give information
gbout the competent IPEA (or see Annex C of the PCT Appli-
eant's Guide, Yolume 1). If several IPEAs are competent, the ap-
plicant has the choice 2nd the demand must be filed with (and the
fees must be paid to) the IPEA chosen by the applicant.

Whez Must the Demend be Flled (Anicle 39(1))? The
demand must be filed before the expiration of 19 meaths Gem the
peloehty dote in orderto extend the time limit for entering the natio-
aal phase of the PCT procedure from 20 to 30 months from the pri-
ofity date. Warniag: if the demand is filed later, the national phase
wifl not be delayed in respect of the elected States and the appli-
cant must enter the national phase before the expiration of the
time limit applicable under Article 22 (which is usually 20 moaths
from the priority date).

e Which Lenguage Must (e Demand be Filed (Rule 55.1)?
Thie demand must be filed in the language of the international ap-
plication if that language is English, French, German, Japanese
or Russian; otherwise, the demand must be filed in English.

What Is the of Correspondence (Rules 66.9 and 92.2,
Section 104)?  Any letter from the applicant tothe IPEA musibe
inthe same language as the international application towhich it re-
lates. However, the JPEA may authorize the use of another lan-
guage for letters which do not contain or relate to emendments of
the international application, whereas emendments and letters re-
Isting thereto must be in the language of publicztion. Any let-
tet from the applicant to the International Buresu must be in the
eame lsnguage as the international application if that lenguage is
English or French; otherwise, it must be in English or French, at
the choice of the applicant.

Wiich Fees Must be Patd and Whes (Rules 57 and 58)7 At
the time the demand is submitted, the epplicant must pay

(i) the preliminary examinstion fee, and
(ii) the handling fee.

For details concerning the peyment of those fees, see the Fee Cal-
culation Sheet.

NOTES TO BOX Ne. |

léentification of the Internations! Application (Rulz 33.6):
The international epplication number must be indicated in Box
No. . Where the demand is filed at & time when the international
application number has not yet been notified by the receiving Of-
fice, the name of that Office must be indicated instead of the inter-
nationsl application number.

Izterestions] Filiag Date end Priccty Date (Section 110):
They must be indicated by the ambic number of the day, the
ueme of the month and the arabic number of the year; afier or
belew such indication, the daie should be repeated in parecthe-
sis by indicating it by two-digii. arebic numerals cach for the
number of the day, for the aumber of the month &nd for the last
two numbers of the year, e.3., 10 June 1986 (10.06.86). Where the
international application claims the priority of several earlier ap-
plications, the filing dste of the eariiest application whose prior-
ity is claimed must be indicated as the priority date.

NOTES TO BOX Ne. I

Applicant(s) (Rule 53.4). Make here the relevant indice-
tions as appearing in BoxesNos. il and 11l ofthe REQUEST (Form
PCT/RO/101). The Motestothe REQUESTapply meraris mutandis.

If different spplicants for differs:nt designated States are indi-
cated in the REQUEST part of the intermational application, indi-
cate only the names of the applicants for the States elected in Box
Ne. V (nio indication of the States for which 2 person is applicant
must be made, becsuse those indications have been made in the
REQUEST). If there are more then two applicants, make the re-
quired indications on the “continuation sheet.”

NOTES TO BOX Ne. IH

Agent er Commer Represemistive (Rule 53.5): The first
check-box must be marked where the applicant is already repre-
sented by an agent or where 2 common representative has
been appointed. The secerdé check-bex must be marked where
the applicant was not represented in the earlier stages of the
PCT procedure and now wants to be represented by an agent be-
fore the IPEA, or where the applicant was represented in the earli-
er stages of the PCT procedure but wants to change the agent for
the procedure before the IPEA. The third check-box must be
marked where the applicant wants to be represented by an ad-
diticnal agent appointed only for the procedure before the
IPEA without revocation of any earlier appointment; please
note that in the latter case all notifications issued by the IPEA
will be addressed only to that additionai agent. Where the sec-
ond or the third check-box is marked and the applicant does
not sign himself the demand, & separate power of attorney
must be filed with the international Bureau of WIPO or with
the receiving Office (Rule 90.3(b)).

Address fer Netificatlons (Rule 4.4(d)): Ifnosagent hasbeen
eppointed, a special address for the sending of notifications to the
applicant may be indicated in Box No. IIl instead of the name and
address of an agent. That address must be different from the
gddress given in Box No. II and the special check-box must be
marked. If an agent has been appointed, notifications will be
seni to his address.

NOTES TO BOX Ne. IV

Dedarstion Coeacerning Amendments of the Claims (Rules
62.2. 66.1 and 69.1(b)):  Marking of the appropriate check-box
is recommended, as it will help the IPEA to know irnmediately
to which claims the international preliminary examination must
be directed. International preliminary exsemination can only
start once this is clear.

Itisrecalled that any amendment to the cleims under Article
19 or any declaration that the applicant does not intend to file such
amendments, are required to be filed with the International
Bureau. That Bursau will promptly transmit any amendment or
declaration to the IPEA. The international preliminary examina-
tion can start when the IPEA has received from the Internationa!
Bureau such amendments or such declaration or a notice that no
amendments have been filed in the prescribed time limit.

In case the demand for internationa) preliminary examina-
tion has already been submitted, the applicant must, if he subse-
quently files amendments under Article 19 with the International
Bureau,, file at the same tifne a copy of such amendments with the
IPEA.

The third of the three check-boxes rejates 1o amendments
under Rule 66.1. Those amendments must be filed with the IPEA.

1800-91

1898.01(c)

Rev. 5, July 1987



1898.01(c)

Rev. 5, July 1987

MANUAL OF PATENT EXAMINING PROCEDURE

NOTES TO BOX Ne. ¥

Election of States (Rule 53.7):  Only States which are bound
by Chapter 11 of the PCT a4 which have been designated at the
time of filing the internaticasl application (in the REQUEST) can
be elected. The elaction is effected by marking the applicable
check-box. The kind of prozection or trestment desired follows the
indication made in the REQUEST part of the internationsl appl-
cation. If 2 Eezopesn patest is desired and only some of the Con-

tracting States of the European Patent Convention have been des- |

ignated for a European patent in the REQUEST part of the in-
ternational application. the names of the other such States must
be struck out. Switzerland znd Liechtenstein are not bound by
Chapter 11 and cannos be elected; however, if they have been
designated in the REQUEST part of the international epplica-
tion for @ European peien: together with at lesst one other
Contracting State of the Enropean Patent Convention, the tme
timit under PCT Article 39¢1) applies also with respeci to those |
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rero Stgtes if the other State has been elected before the expira-
tom of 19 months from the priority date. Further Swztes which
wre, ut the time of publication of these Notes, not bound by
Chapter I end cannot be elected are: Denmark, Norway and
the Republic of Korea. Warning: if Japan is elecied and the in-
wernational spplication was filed in a language other than Japa-
mese, & lransiation into Jepanese of the internationa) application
must be furnished to the Japancse Patent Office within 20
eoriths from the priority date.

NOTES TO BOX No. Vi

Sigmature (Rule 53.8): The demand must be signed by the
epplicant or by his agent. If the demand is not signed by (all) the
applicant(s), & power of attomey signed by (all) the applicant(s)
must be filed with the International Bureau of WIPO or with the
irzceiving Office, unless the agent has previously been appointed.

1800-92
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FEE CALCULATION SHEET
ANNEX TO THE DEMAND FOR INTERNATIONAL PRELIMINARY EXAMINATION

APPLICANT o For use by
IPEA

Columbia Marine Corporation

INTERNATIONAL APPLICATION NUMBER DATE STAMP OF THE IPEA

PCT/US87/88888

$370.00 P

1. PRELIMINARY EXAMENATIOR FEE.......................iiiena

fl. HANDLING FEE

b
Indicate the amount fixed in the Schedule of Fees................. $150,00

Repest the smouat indiested in Box &, h;
ifthe Soviet Union bes beenelecied. ... .oo.ovevvnnviininennnn.. ~ma—————

Add the amount (if sny) entered in Box ky o the emount
eniered in Box B, and enter the toted in Box H. $150.00 H
This figure 15 the amount of the HANDLING FEE ... .....cocvniviinnnann.,

151. TOTAL OF PRESCRIBED FEES SUBMITTED OR TO BE CHARGED TO
DEPOSIT ACCOUNT

Add the amounts entered in Boxes P and H, and enter the totsl in the

TOTAL Box.
THIS FIGURE IS THE TOTAL AMOQUNT OF THE PRESCRIBED
FEES SUBMITTED OR TO BE CHRARGED TO THE DEPOSIT $520.00

ACCOUNT ..ottt icie s raiecsacteenannriennennns
1OTAL

THE APPLICANT MAY PAY THE PRESCRIBED FEES BY CHEQUE, POSTAL MONEY ORDER. BANK
DRAFT. CASH. REVENUE STAMPS, COUPONS, E7C. PAYMENT SHOULD BE MADE IN THE PRE-
SCRIBED CURRENCY TO THE [ACCOUNT OF, ACCOUNT INDICATED BELOW OF, ORDER OF| THE
INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY. PAYMENT MAY ALSO BE MADE BY
AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE INTERNATIONAL PRELIMINARY
EXAMINING AUTHORITY IF THE LATTER HAS 4 DEPOSIT ACCOUNT SYSTEM.

DEPOSIT ACCOUNT AUTHORIZATION
The IPEA/ 35 is bereby suthorized 1o charge the total fees indicated sbove to my deposit account.

The IPEA/S US ~ is hereby suthorized to cherge any deficiency or credit any overpayment in the totsl fees indicated
sbove to my deposit account.

_ 39-1111 10 February 1988 ' Mn’ Lgrve-
Deposit Account Number Date Signature John Adams
Form PCT/IPEA/40] (Apmez) (Suly 1987) See notes on reverie side

1800-93 Rev. 5, July 1987
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PCT Rule 53
The Demand

53.1 Form

(2) The demeand shell be made on & printed form.

(b) Copies of printed forms shall be fumished free of charge by the
receiving Offices to the applicants.

(c) The particulars of the forms shall be prescribed by the Administrative
Instructions.
53.2 Conterts

(2) The demand shall coniain:

(i) & petition,

(ii) indications conceming the applicant and the agent if there is an agent,

(iii) indications concemning the intemnational application to which it
relates,

(iv) election of States.

(b) The demand shall be signed.
53.3 The Petition

The petition shall be to the following effect and shall preferably be worded
as follows: “Demand under Anicle 31 of the Pazent Cooperation Treaty: The
undersigned requests that the intemational spplication specified below be the
subject of international preliminary examinstion sccording to the Patent Coop-
eration Treaty.”
53.4 The Applicant

As to the indications conceming the applicant, Rules 4.4 and 4.16 shall
apply, end Rule 4.5 shall apply mutatis mutandis.
53.5 The Agent

If an agent is designated, Rules 4.4, 4.7, and 4.16 shall epply, and Rule 4.8
shall apply autatis mutandis.
§3.6 Identification of the Interrational Application

The intemationsl applicstion shall be identified by the name of the
receiving Office with which the internations! application was filed, the name
and address of the applicant, the title of the invention, and, where the interna-
tional filing date and the international application number are kmown to the
applicant, that daie and thst number.
53.7 Election of States

The demand shall name, among the designated States, at least one Con-
tracting State bound by Chapter I of the Treaty as elected State.
53.8 Signature

The demand shall be signed by the applicant.

PCT Rule 5§

Languages (International Preliminary Examination)

55.1 The Demand

The demand shall be in the language of the international application or, if
the internstional application has been filed in 2 Ianguage otherthan the language
in which it is published, in the language of publication.

PCT Rule 59
The Competent Internationai Preliminary Examining Auvthority

59.1 Demards under Article 31(2)(a)

For demands made under Anticle 31(2)(a), each Contracting State bound
by the provisions of Chapter II shall, in accordance with the tenms of the
spplicable sgreement referred to in Anicle 32(2) and (3), inform the Intema-
tional Bures:: which Intesnational Preliminary Examining Authority is or which
Intemnational Preliminary Examining Authorities are competent for the intemna-
tional preliminary examination of intemnationsl spplications filed with its
national Office, or, in the case provided for in Rule 19.1(b), with the national
Office of another State or an imergovernmental orgenization acting for the
former Office, and the Intemstional Bureau shall prompily publish such
information. Where several Intemational Preliminary Examining Authorilies
are competent, the provisions of Rule 35.2 shall apply mutatis mutandis.

59.2 Dermands under Article 31(2)(b)

As 1o demande under Anticle 31(2)(b), the Assembly, in specifying the
Intemational Preliminary Examining Authority competent for international
spplications filed with a national Office which is an Intemational Preliminary
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Exemining Authority, shall give preference to that Authority; if the nationsl
Office is not an Itemnational Preliminary Examining Authority, the Assembly
shell give preference 1o the Intemationsl Preliminary Examining Authority
recommended by that Office.

PCT Rute 63
Minlmewm Reguirements for International Preilminary
Examiring Autiiorities

63.1 Definition of Minimum Iequirements
The minimumn requirements referred to in Asticle 32(3) shall be the

following:
(i) the nationa] Office or intergovernmental organization must have as
Jeast 100 full-time employees with sufficient technical qualifications to carry

out examinations;

(ii) that Office or organization must have at its ready disposel at least the
minimum docamentation referred to in Rule 34, properly arranged for exami-
nation purposes;

(iii) that Office or orgenization must have & siaff which is capable of
examining in the required technical fields and which has the langusge facilities
1o understand at least those langueges in which the minimum documentation
referred to in Rule 34 is written or translated.

37 CFR 1.8 Certificate of Mailing

(2) Except in the cases enumerated below, papers and fees required to be
filed in the Patent and Tredemark Office within a sct period of time will be
considered umely filed if:

(1) They are addressed to the Commissioner of Patents and Trademarks,
Washington, D.C. 20231, and deposited with the U.S. Postal Service with
sufficient postage as first class mail prior to expiration of the set period; and

(2) They also include & certificate for each paper or fee stating the date
of deposit. The person signing the cenificate should have reasonable basis 10
expect that the correspondence would be mailed on or before the date indicated.
The actusal date of receipt of the paper or fee will be used for all other purposes.
This procedure does not 2pply to the following:

% % &
(xi) Thefiling of intemnational applications forpatentand

all papers and fees relating thereto.
B & % ¢ %

Applicants should mail the demand and appropriate fees di-
rectly to the Intemational Preliminary Examining Authority
they desire to prepare the international preliminary examination
report. U.S. applicants who have had the international search
prepared by the European Patent Office may also request the
European Patent Office to act as the International Preliminary
Examining Authority. The use of the European Patent Office as
an International Preliminary Examining Authority by United
States applicants is further limited to 500 international applica-
tions a year for the first 3 years that Chapter Il is in effect for the
United States. Applicants should consult the USPTO Official
Gazette cr the PCT Branch for the latest information as to the
number of Demands that have been filed in the European Patent
Office.

Demands filed in the European Patent Office should be
addressed to:

European Patent Office
Erhardstrasse 27

8000 Munich 2,

Federal Republic of Germany.

Demands directed to the United States Patent and
Trademark Office should be addressed to:
United States Patent and Trademark Office
Box PCT
Washington, D.C. 20231.
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'The Express Mail™ provisions of 37 CFR 1.10 may be
used to file a Demand under Chapter IT in the USPTO.
All Demands filed in the USPTO must be in the
English language. '

1898.01(c)(1) Preliminary Examination Fees
[R-5]

PCT Article 31
Demsand for International Preliminary Exemination
LL L 1
(5) The demand shall be subject to the payment of the prescribed fees
within the prescribed time iimit.
L2212

PCT Rule 57
The Handling Fee
57.1 Requirement to Pay

(=) Esch demand for preliminary examination shall be subject to the
payment of a fee for the benefit of the International Bureau (“handling fee™) to
be collected by the International Preliminary Exsmining Authority to which the
demand is submitted.

(b) Where, becsnse of laterelection or elzctions, the international prelimi-
nasy examination report must, in application of Article 36(2), be translated by
the International Burean into one or more additional languages, & “supplement
10 the handling fee” shall be collected by the Intemational Bureau.

57.2 Amounts of the Handling Fee and the Supplement to the Handling Fee

(e) The amount of the handling fee is as set out in the Schedule of Fees. The
amount peyable in any particuler case shall be the amount as so setout, increased
by &s many times the same amount as the number of languages into which the
international preliminary examination report must, in application of Agicle
36(2), be translated by the Intemational Bureau.

{b) The amount of the supplement to the handling fee is as set cut in the
Schedule of Fees. The amount payablein any panticular case shall be the amount
as so set out, multiplied by the number of additional languages referred to in Rule
57.1(b).

(c) The amount of the handling fee shall be established, for esch Interna-
tional Preliminary Examining Authority which, uader Rule 57.3(c), prescribes
the payment of the handling fee in a currency or currencies other than the Swiss
currency, by the Direcior General afier consultation with that Authority and in
the currency or currencies prescribed by that Authority (“prescribed currency™).
The amount ineach prescribed currency shall be the equivalent, in round figures,
of the amount of the handling fee in Swiss currency set out in the Schedule of
Fees. The amounts in the prescribed currencies shall be published in the Gazette.

(d) Where the amount of the handling fee set out in the Schedule of Fees
is changed, the comresponding amounts in the prescribed currencies shall be
applied from the same date as the amount set out in the amended Schedule of
Fees.

{e) Where the exchange rate betwi. Swiss currency and any prescribed
currency becomes different from the exchange rate last applied, the Director
General shall establish the new amount in the prescribed currency according to
directives given by the Assembly. The newly established amount shall become
applicable two months after its publication in the Gazette, provided that the
interested Internstional Preliminary Examining Authority and the Directlor
General may agree on a date falling during the said two-month period in which
case the amount shall become applicable for that Authority from that date.
51.3 Time and Mode of Payment

(s) The handling fee shall be due at the time the demand is submitted.

(b) Any supplement to the handling fee shall be due at the time the later
election is submitied.

(c) The handling fee shall be payable in the cumrency or currencies
prescribed by the International Preliminery Examining Authority to which the
demand is submitted, it being understood that, when transferred by that
Authority 1o the Intemational Bureau, it shall be freely convertible into Swiss
currency.

(d) Any supplement to the handling fee shall be payable in Swiss currency.
57.4 Failure to Pay (Handling Fee)

(e) Where the handling fez is not paid as required, the Intemational
Preliminary Examining Authority shall invite the applicant to pay the fee within

1800-95
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one month from the date of the invitstion, - o .

{b) i the applicant complies with the invitation within the one-month time
limiz, the handling fee shall be considered as if ithad been paid on the due date.

{c) If the applicant doss not comply with the invitstion within the
prescribed time limit, the demand shell be considered as if it had not been
51.5 Failure to Pay (Supplement 10 the Handling Fee)

{&) Where the supplement to the liandling fee is not paid as required, the
Intemational Buresu shall invite the applicant to pay the supplerent within one
manih from the date of the invitation.

(b) If the applicant complies with the invitation within the one-month time
limit, the supplement tothe handling fee shall be considered as if it had been paid
on the due date.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the later election shall be considered as if it had not been
submitted.

57.6 Refund
In no case shall the handling fee, or the supplement to the handling fee, be

PCT Ruie 58
The Preliminary Examination Fee

$8.1 Right to Ask for a Fee

(2) Each Intemational Preliminary Examining Authority may require thst
the zpplicant pay a fee (“preliminary examination fee™) for its benefit for
carrying out the intemational preliminary examination and for performing all
other tasks entrusted to International Preliminary Exsmining Authorities under
the Treaty and these Regulations.

(b) The amoant and the de date of the preliminary examination fez, if any,
shail be fixed by the International Preliminary Examining Authority, provided
that the said due date shall not be earlier than the due date of the handling fee.

(c) The preliminary examination fee shall be paysble direcily to the
International Preliminary Examining Authority. Where the Authority is a
nationa] Office, it shall be payable in the cumrency prescribed by thas Office, and
where the Authority is an intergovernmental organization, it shall be payable in
the currency of the State in which the intergovernmental organization is located
or in any other currency which is freely convertible into the currency of the said
Siate,

58.2 Failwre 1o Pay

(a) Where the preliminary examination fee fixed by the Intemnational
Preliminary Examining Authority under Rule 58.1(b) is not paid as required
under thet Rule, the International Preliminary Examining Authority shall invite
the applicant to pay the fee or the missing part thereof within one month from
the date of the invitation.

(b} If the applicant complies with the invitation within the prescribed time
limit, the preliminary examination fee will be considered as if it had been paid
on the due date.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitted.

58.3 Refund

The International Preliminary Examining Authority shall inform the
International Bureau of the extent, if any, to which, and the conditions, if any,
under which, they will refund any amount paid as a preliminary examination fee
where the demand is considered as if it had not been submitied, end the
International Bureau shall promptly publish such information.

37 CFR 1.482 International preliminary examination fees.
(a) The following fees and charges for internationa! preliminary examina-
tion are established by the Commissioner under the authority of 35 U.S.C. 376:
(1) A preliminary examination fee is due on filing the Demand:

{iy Where an intemational seasch fee as set forth in §1.445(a)(2) has
been paid on the intemational application to the United States Patent and
Trademark Office as an Intemational Searching Authority, a preliminary
EXAMINBUON FE€ Of cruonec et eermce e screreesesnesasssesssssarasssserassasssssnnenns $370.00

(iiy Where the International Searching Authority for the interna-
tional application was an authority other than the United States Patent and
Trademark Office, a preliminary examination fee of .....c.cccvvrvenecnrnee $570.00

(2) An additional preliminary examination fee when required, per addi-
tional invention:
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(i) Where a supplemental seerch fee a8 set forth in §1.445(a)(3) bas
beza paid cn the intemetions] spplication to the United States Patent and
Trademurk Office a5 un Iternational Searching AVDOTRLY .cviveivsecne .$125.00

(ii) Where the Internstionael Sesrching Authosity for the intema-
tional epplication was an suthority other than the United States Pazent and
Trdemark Office -.-$190.00

{(b) The handling fee is due on filing the Demand. Any necessary supple-
ment 1o the handling fee shall be peid directly to the Intemational Bureau.
(35 US.C. 6,376)

1898.01(d) Correction of Defects in the
Demand [R-5]

PCT Rule 60
Certain Defects In ¢the Demand or Election
€5.1 Defects in the Demand

{z) If the demand does not comply with the reguirements specified in Rules
53 and 55, the International Preliminary Examining Awhority shall invite the
applicant to cotrect the defects within one month from the date of the invitation.

(b) If the spplicant complies with the invitation within the prescribed time
lienit, the demand shall be considered as if it had been received on the sctual
filling date, provided that the demand as submitted contained atleast one election
and permitied the international application to be identified; otherwise, the
demand shall be considered as if it had been received on the date on which the
Imemasionsl Preliminary Examining Authority receives the correction.

{c) If the applicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitted.

(d) ¥ the defect is noticed by the International Bureau, it shall bring the
defect to the atiention of the International Preliminary Examining Authority,
which shall then proceed as provided in paragraphs (a) to (c).

60.2 Defects in Later Elections

{e) If the later election does not comply with the requirements of Rule 56,
the Internationsl Bureau shall invite the applicant to correct the defects within
one month froe the date of the invitation.

{b) If the applicant complies with the invitation within the prescribed time
limit, the later election shall be considzred as if ithad been received on the actual
filing date, provided that the later election as submitted contained at least one
election and permited the international application to be identified; otherwise,
the later election shall be considered as if it hed been received on the date on
which the Intemational Buresu receives the correction.

(c) X the spplicant does not comply with the invitation within the
prescribed time limit, the later election shall be considered as if it had not been
submitted.

Defects in the Demand may be corrected. The type of
correction determines whether the filing date of the Demand
must be changed.

1898.01(e) Processing of Fees [R-5]

Fees for Chapter II procedure are processed promptly after
receipt and checked for completeness. If the fees are insuffi-
cient, the applicant is notified so that the required additional
amounts may be promptly paid.

1898.01(f) Preparation of Office Records [R-§]

The Patent and Trademark Office maintains status and
location information concerning international applications
before it on the “Patent Application Location and Monitoring”
(PALM) system. Ir addition, various other forms are used to
control financial and formality data..
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1898.01(g) Notification to International
Bureau of Demand [R-5]

PCT Article 31
Demand for International Preiiminery Examination
L2201

(7) Each eleczed Office shail be notified of its election.

PCT Rule 61
Notification of the Demand snd Elections
61.1 Notifications to the International Bureau, the Applicant, and the Interna-
tional Preliminary Examining Authority

(a) The Intemational Preliminary Examining Authority shall indicate on
the demand the date of receipt or, where applicable, the date referred to in Rule
60.1(b). The Intemational Preliminary Examining Authority shall prompily
send the denand to the International Bureau, and shall prepare and keep a copy
in its files.

(b) The International Preliminary Examining Authority shall promptly
inform the applicant in writing the date of receipt of the demand. Where the
demand has been considered under Rules 54.4(s), §7.4(c), 58.2(c) or 60.1(c) as
ifit had not been submitted or where an election has been considered under Rule
54.4(b) as if it kad not been made, the Intemnational Preliminary Examining
Authority shall zatify the applicant and the International Bureau sccordingly.

(c) The International Buresu shall promptly notify the Internstional
Preliminary Examining Authority and the applicant of the recipt, and the dste
of receipt, of amy later election. That date shall be the actual date of receipt by
the Intemational Bureau or, where applicable, the date referred to in Rule
60,2(b). Where the later election has been considered under Rules 57.5(c) or
60.2(c) as if it had not been submitted, the Imternational Bureau shall notify the
applicant accordingly.

L il 1

The PCT Division promptly notifies the International
Bureau and the applicant of the filing of any Demand. The
International Bureau in turn notifies each elected Office of their
election and also notifies the applicant that such notification has
been made.

1898.01(h) Priority Document and Translation
thereof [R-5]

PCT Rule 66
Procedure before the International Preliminary Examining
Authority
L2141

66.7 Priority Document

(a) If the Intemational Preliminary Examining Authority needs a copy of
the application whose priority is claimed in the intemational application, the
Intemational Bureau shall, on request, promply furnish such copy. If that copy
is not furnished to the Intemational Preliminary Examining Authosity because
the applicant failed to comply with the requirements of Ruale 17.1, the intems-
tional preliminary examination report may be esiablished as if the priority had
not been claimed.

®) If the gpnlication whose priority is claimed in the international
application is in a language other than the language or one of the languages of
the International Preliminary Examining Authority, thet Authority may invile
the applicant o furnish & translation in the said language or cne of the said
languages within twomonths from the the date of the invitstion. If thetrenslation
isnot furnished within that time limit, the intemational preliminary examination
report may be estabiished as if the priority had not been claimed.

Lt 10

A copy of the priority document is required by the Interna-
tional Preliminary Examining Authority, and a translation
thereof, if the priority document is in a language which isnotan
acceptable language of the International Preliminary Examin-
ing Authority.
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1898.01(i) Processing Amendments filed under
Article 19 [R-5]

PCT Rule 62
Copy for the Internations! Preliminary Exsminieg Authority

62.1 [Deleted]
62.2 Amendmenis

{a) Any amendment filed under Article 19 shall be prompaly transmitted
by the Intemations] Buresn to the Intemational Preliminary Examining Author-
ity. If, st the time of filing such amendments, & demand for intemssionsal prelimi-
nary exemination has already been submitted, the applicant shall, & the same
time as he files the emendments with the International Buresu, also file a copy
of such amendments with the Intemationsl Preliminary Examining Authority.

() If the time limit for filing amendments under Aniicle 19 (see Rule 46.1)
has expired without the epplicant’s having filed smendments under that Anticle,
or if the applicant has declared that he does not wish tomake amendments under
that Asticle, the International Boreau shell notify the Intemational Preliminary
Examining Authority accordingly.

The receipt of a copy of the amendment under Article
19 or the statement that no amendment under Article 19 will be
made siarts the examination before the International Prelimi-
nary Examining Authority.

1898.01(j) Transmittal of Demand to the Exam-
ining Corps [R-5]

PCT Administrative Instructions Section 605
Fiie to be used for Internationsl Preliminary Examination

Where the Intemnational Preliminary Examining Authority is part of the
same national Office or intergovemmental organization as the International
Searching Authority, the same file shall serve the purposes of international
search end international preliminary exemination.

When the PCT Division has finished processing of the
papers and fees filed with a complete Demand, a copy of the De-
mand and oth=r papers are forwarded to the appropriate exam-
ining group for examination. The documents will be placed in
the “Search Copy” file wrapper when forwarded to the exam-

ining corps.
1898.01(k) Later Election of States [R-5]

PCT Article 31
Demand for Internstionsl Preliminary Examination
L2 1]

(6)(b) Any later election shall be submitted to the Intemnational Bureau.

LI 222

PCT Rule 56
Later Elections

56.1Elections Submitted Later Than the Demand

The election of States not named in the demand shall be effected by &
notice signed and submitted by the applicant, end shall identify the intemational
application and the demand.
56.2 Identification of the International Application

The intematicnal application shall be identified as provided in Rule 53.6.
56.3 Identification. of the Demand

The demand shall be identified by the date on which it was submitied and
by the name of the International Preliminary Examirung Authority to which it
was submitted.
56.4 Form of Later Elections

1800-97

1898.02(a):

Thelnter election shall preferably be made on a prinied form furnished free
of charge 1o applicants. If it is not made on such & form, it shall preferably be
worded as follows: “In relation to the international application filed with ... on
... ander No. ... by ... (applicant) (and the demand for internationel preliminary
examinstion submitied on ... 10 ... }, the undersigned elecis the followmg
additional Stse(s) under Amcle 31 of the Puent Cooperation Treaty: ..

56.5 Language of Later Elections
The later election shell be in the language of the demand.

Applicants may, after filing of the Demand, later, but still
within 19 months of the priority date, elect additional States
which have been previously designated and obtain the benefit of
delaying the national stage until 30 months after the priority date
in the additional elected States. All such later elections must be
filed directly with the International Bureau. If additional trans-
Iations are required due to the requirements of the additional
States elecied, the supplement to the handling fee must also be
paid directly to the International Bureau.

1898.02(a) Determination if International
Preliminary Examination is
Required and Possible [R-5]

PCT Article 34
Procedure before the Interastional Preliminary Examining
Authority
e Ghy
(4)(a) If the Intemational Preliminary Examining Authority comiders
(i) that the intemnational application relates to & subject mstter on
which the Intemational Preliminary Examining Authority is not required,
under the Regulstions, to carry out an intemational preliminary examine-
tion, and in the particular case decides not to carry out such examination,
or
(ii) that the description, the claims, or the drawings, are so unclear,
or the claims are so inadequately supported by the description, that no
meaningful opinion can be formed on the novelty, inventive step (non-
obviousness), or industrial epplicability, of the claimed invention,
the said authority shall not go into the questions referred to in Article 33(1) and
shall inform the applicant of this opinion and the reasons therefor.
(b) If any of the situations referred to in subparagraph (a) is found 1o exist
in, or in connection with, certain claims only, the provisions of that subpara-
graph shall apply only to the said claims.

PCT Ruie 67
Subject Matter under Articie 34(4)(a)(i)

67.1 Definition

No International Preliminary Examining Authority shall be required to
carry out an intemnational preliminary examination on an intemational epplica-
tion if, and to the extent to which, its subject matter is any of the following:

(i) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biological processes for
the production of plants or animals, other than microbiological processes and
the products of such processes,

(iif) schemes, rules ormethods of doing business, performing purely
mental acts or playing games,

(iv) methods of treatment of the human or anirnal body by surgery
or therapy, as well as diagnostic methods,

(v) mere presentation of information,

(vi) computer programs 1o the extent that the International Prelimi-
nary Examining Authority is not equipped to carry out an international prelimi-
nary examination conczrning such progrems.

There are instances where international preliminary exami-
nation is not required because of the nature of the subject matter
claimed or because the claims are so indefinite that no examina-
tion is possible. Such instances should seldom occur, especially
since most problems of this nature would have already been
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discovered and indicated at the time of the international search.

" Tfitis found that certain claims of an intenational applica~
tion relate to subjcct matter for which no International Prelimi-
nary Examination is required, on Form PCT/IPEA/408, chieck
the first unnumbered box under box 2. Discretion is given as to
that subject matter under PCT Rule 67 which may be excluded
from International Preliminary Examination. It should b= noted
that subject matter which is normally examined under U.S. na-
tional procedure should also be examined as an Intemauonal
Preliminary Examining Authority.

Check the second and third unnumbered boxes under box
Il of Form PCT/IPEA/408, respectively, if it is found that the
description, claims or drawings are so unclear, or the claims are
so inadequately supporied by the description that no opinion
could be formed as to the novelty, inventive siep (non-obvious-
ness) and industrial applicability of the claimed invention,

Form paragraph 18.06

Ciaims (Inventions) for which no International Search Report
will be issued

Claim [1] directed to sn invention which has not been previously

searched by an Intemnational Searching Authority. Consequently, these claims
are not considered for intemnational preliminary examination. Note: 37 CFR
1.484(c).

EXAMINER NOTE:

This paragraph maust be included when one or more of the claimed
inventions has not been the subject of an Intemational Search Report by a
competent Intemazional Searching Authority.

Form persgraphk 18.11

Wame and Number of Examiner to be Contacted.

Any inquiry concerning this communicstion should be directed to

{1} at telephone number 703-{2]

EXAMINER NOTE:

1. This paragraph should be used at the end of all requirerents for unity
of inveation.

2. In bracket {1}, the examiner who prepared the requirement for lack of
unity of invention.

3. In brecke: {3] insert the telephone number of the examiner identified at
2.

1898.02(b) Unity of Invention before the
International Preliminary
Examining Authority [R-5}

PCT Article 34
Procedure before the International Preliminary Examining
Authority
L2223
(3¥e)If the International Preliminary Examining Authority considers that
the intemational application does not comply with the requirement of unity of
invention as setforthin the Regulations, it may invite the applicant, at hisoption,
1o restrict the claims so as to comply with the requirement or to pay additional

fees.
EHUbE

(c) If the applicant does not comply with the invitation referred to in
subparagraph (a) within the prescribed time limit, the Intemational Preliminary
Examining Authority shall establish an intemational preliminary examination
repost on those parts of the intemational application which relate to what appears
1o be the main invention and shall indicate the relevant facts in the said report.
The national law of any elected State may provide, where its national Office
finds the invitation of the Intemational Preliminary Examining Authority
sustified, those parts of the international application which do not relate to the
main invention shall, as far as effects in that State are concerned, be considered
withdrawn unless s special fee is paid by the applicant to that Office.

SCEEY
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’ ' PCT Rule 68 .
Lack of Unlty of lnventlon (International Prellmlnary
Examinetion)

68.1 No Invitation to Restrict or Pay

Where the Intemnational Preliminary Examining Authority finds that the
requirement of unity of invention is not complied with and choogesnot to invite
the applicant to restrict the claims orto pay additional fees, it shaliestablish the
international preliminary exemination repon, subject to Article 34(4)(b), in
respect of the entire intemnational application, but shall indicate, in the said
report, that, in fts opinion, the requirement of unity of invention is not fulfilled
and shall specify the reasons for which the intemnational appdcavion is not con-
sidered as complying with the requirement of unity of invention.

68.2 Invitation 1o Hestrict or Pay

Where the Intemastional Preliminary Examining Authority finds that the
requirement of unity of invention is 1t complied with and chooses to invite the
applicant, at his option, to restrict the claims or pay additional fees, it shall
specify at least one possibility of restriction which, in the opinion of the
Intemational Preliminary Examining Authority, woold be in compliance with
the applicable requirement, and specify the amount of the additional fees and the
reasons for which the international application is not considered as complying
with the requirement of unity of invention, It shall, at the seme time, fix a time
ltmit, with regsrd to the circumstances of the case, for complying with the
invitation: such time limit shall not be shorter than one month, and it shall not
be longer than two months, from the date of the invitation.

68.3 Additional Fees

(a) The amount of the additional fee due for intemational preliminary
examination under Article 34(3)e) shall be determined by the competent
Intemational Preliminary Examining Authority.

(b) The addirional fee due for intemational preliminary examination under
Anicle 54(3)(a) shall be payable direct to the Imemauonal Preliminary Exam-
ining Authority.

(c) Any spplicant may pay the additional fee under protest, that is,
accompanied by a reasoned statement to the effect that the intemational
application complies with the requirement of unity of invention or that the
amount of the required additional fee is excessive. Such protest shall be exam-
ined by a three-member board or other special instance of the Intemnationsl
Preliminary Examining Authority, or any competent higher authority, which, to
the citent that it finds the protest justified, shall order the total or partiai
reimbursement to the applicant of the additional fee. On the request of the
applicant, the iext of both the protest and the decision thereon shall be notified
to the elected Offices as an annex to the international preliminary examination
report.

(d) The three-raember board, special instance or competent higher author-
ity, referred to in paragraph (c), shall not comprise any person who made the
decision which is the subject of the protest.

68.4 Procedure in the Cases of Insufficient Restriction of the Claims

If the applicant restricts the claims but not sufficiently to comply with the
requirement of unity of invention, the International Preliminary Examining
Authority shall proceed as provided in Anicle 34(3)(c).

68.5 Main Invention

In case of doubt which invention is the main invention for the
purposes of Arniicle 34(3)(c), the invention first mentioned in the claims shall be
considered the main invention.

37 CFR 1.487 Unity of Inventlion before the International
Preliminary Examining Authority.

(2) An international application before the Intemational Preliminary
Examining Authority will be considered to have unity of invention if the claims
are in accordance with PCT Rule 13 (see §1.475(f)).

(b) An international application containing claims to different categories
of invention will be considered to have unity of invention if the claims are drawn
only to one of the combinations of categories as set forth in PCT Rule 13.2 (see
81.475(f)) or to the combination of (I) a product and a process for the
manufacture of said product or (2) a product and a process of use of said product.
1f an applicalion contains claims 10 more or less than one of the combinations
of categories of invention set forth in PCT Rule 13.2 (see §1.475(f)) or a
combination set forth in paragraphs (bX1) or (2) of this section, unity of
invention may not be present.

(c) If an international application contains claims to a category of inven-
tion in addition 1o those categories included in any one of the combinations
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qaectﬁedmpcragnﬁ: (b) of this section, 1ack of unity of invention may be held
between the categories included in the combinastion and the claims o the
sdditional category of invertion.

(d) Unity of invention will exist where the claims are hmued toone of the
combinations of cstegories set forth in PCT Rule 13.2 (see §1.475(f)) or 2
combination ‘set forth in paragraphs (bX1) or (2) of this section. If muliple
products, processes of maznfacture or uses are cldimed, the first invention of the
category first mentioned in the claims of the spplication and the first recited in-
vention of each of the other categories related thereto will be considered as the
inventions 10 be examined. Any such holding by the examiner will be made of
record as & holding of lsck of unity of invention.

(e) The inventions recized by the claims of different categories must be
releted rather than independent inventions.

37 CFR 1.488 Determination of unity of Invention before the
Internations] Preliminary Exemining Authority.

(2) Before establishing sny written opinion or the interaational prelimi-
nary examination report, the Internationsl Preliminary Examining Authority
will detenmine whether the intemational application complies with the require-
ment of unity of invention as set forth in §1.487.

() I the Internations] Preliminary Examining Authority considers that
the intemational epplicstion does not comply with the requirement of unity of
invention, it may:

(1) Issue & written opinion and/or an international preliminary
examination repost, inrespect of the entire international application and indi-
cate that unity of invention is lacking and specify the reasons therefor without
extending an invilation to restrict or pay additional fees. No intemnational
preliminary examinstion will be conducted on inventions not previcusly
searched by an Internationsl Searching Authority.

(2) Invite the spplicant 10 restrizt the clzims or pey edditional fees,
pointing out the categories of the invention found, within a set time limit which
will not be extended. No internations] preliminary examination will be con-
ducied on inventions not previously sezrched by an International Preliminary
Exemining Authority, or

(3) If applicant feils to restrict the clasims or pay additional fees
within the time limit set for response, the Internationzl Preliminary Examining
Authority will issue s written opinion and/or establish en international prelimi-
nary examination report on the main invention and shall indicate the relevant
fecis in the said report. In case of any doubt as 1o which invention is the main
invention, the invention first mentioned in the claims and previously searched
by an Intemational Searching Authority shall be considered the main invention.

(c) Lack of unity of invention may be directly evident before considering
the claims in relation to any prior art, or after taking the prior art into considera-
tion,, as where & document discovered during the search shows the invention
claimed in a generic or liniing claim lacks novelty oris clearly obvious, leaving
two ormore claims joined thereby without 2 common inventive concept. In such
& case the Intemational Preliminary Examining Authority may raise the objec-
tion of lack of unity of inveation.

The examiner will usually begin the preliminary examina-
tion by checking the international application for unity of
invention. The international preliminary examination witl only
be directed to inventions which have been searched by the
International Searching Authority. All claims directed to inven-
tions which have not been searched by the International Search-
ing Authority will not be considered by the International Pre-
liminary Examining Authority. If the examiner in the Interna-
tional Preliminary Examining Authority finds lack of unity of
invention in the claims to be examined, an invitation is prepared
and sent to the applicant requesting the payment of additional
fees or the restriction of the claims on Form PCT/IPEA/40S.
Such an invitation will include the identification of what the
examiner considers to be the “main invention” which will be
searched if no additional fees are paid or no restriction is made
by the applicant.

The procedure before the International Preliminary Exam-
ining Authority regarding lack of unity of invention is governed
by PCT Article 34(3)(a) through (c), PCT Rule 68 (sec also PCT
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Rule 70.13),and 37 CFR 1.487 and 1.488. Itshould be noted that
in mostinstances lack of unity of invention will have beennoted
and reported upon by the International Searching Authority
which will have drawn up an International Search Report based
on those parts of the international apphcauon ‘relating to the
invention, or unified linked greupofi 1nvent10ns, first mentioned
in the claims (“main invention™). If the applicant has paid
additional search fees, additional inventions would also have
been searched. No international preliminary examination will
be conducted on inventions not previously searched by an
International Searching Authority (37 CFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days irom
the date the PCT application is charged to the Examining Group
from PCT Central. This simply means that adetermination must
be magde as to whether or not the international application relates
to one invention or to 2 group of inventions so linked as to form
a single general inventive concept.

If it is determined that the international application does
meet the requirements for unity of invention and no additional
fees will be requested, the international application must be
returned to the PCT Docket Clerk in the Examining Group so
that an indication to that effect may be made on the PALM Sys-
tem which monitors deadlines such as the deadline for checking
unity of invention.

it tie examiner determines that unity of invention is lack-
ing, there are two options:

1. The examiner may conduct an intemational prelimi-
nary examination covering all the claimed, previously searched
inventions and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees (PCT Rule 68.1), or

2. The examiner may invite the applicant to restrict the
claims, so as to comply with the requirement, or pay additional
fees, pointing out the categories of invention found. The invita-
tion to restrict or pay additional fees shall state the reasons for
which the international application is considered as not comply-
ing with the requirement of unity of invention. (PCT Rule 68.2).
Inventions not previously searched will not be considered or
included in the invitation.

The written opinionr, if any, and the Internaticnal Prelimi-
nary Examination Report must be established on all inventions
for which examination fees have been paid.

If the applicant fails to respond to the invitation to restrict
the claims or pay additional examination fees due to lack of
unity of invention, the Written Opinion and Report must be
established on the claims directed to what appears to be themain
invention, (PCT Article 34(3)(c). The main invention, ifi case of
doubt, is the first claimed invention for which an International
Search Report has been issued by the Iniernational Searching
Authority. The main invention, as viewed by the examiner, must
be set forth on form PCT/IPEA/40S.

Whether or not the question of unity of invention has been
raised by the International Searching Authority, it may be
considered by the examiner when serving as an authorized
officer of the Intemational Preliminary Examining Authority.
Inthe examiner’sconsideration all documents cited by the Inter-
national Searching Authority should be taken into account and
any additional relevant documents considered. However, theze
are cases of lack of unity of invention, where, compared with the
procedure of inviting the applicant to restrict the international
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application oz pay additional fees (PCT Rule 68.2), no or little
additional effort is involved in establishing the Written Opinion
and ihe Intemnational Preliminary Examination Report for the
entife international apphcauon Then reasons of economy may
nake it advisable for the examiner to use the option referred to
in PCT Rule 68.1 by choosing not to invite the applicant to
restrict the claims or to pay additional fees.

Unity of invention is defined by PCT Rule 13 which sets
forth several combinations of related categories of invention
that may be included in an international application and stll
comply with the unity of invention requirement.

1898.02(b)(1) Preparation of Invitation
Concerning Unity {R-Z}

KNotes on Completing “Invitation to restrict or pay addi-
tional fees”, Form PCT/IPEA/40S

This form isused to invite the applicant, athis or heroption,
to restrict the claims to comply with the requirements of unity
of invention or, to pay additional examination fees. In addition,
the examiner must explain the reasons why the international ap-
plication is not considered to comply with the requirement of
unity of invention, The examiner must also specify, on Form
PCTAPEA/A0S, at least one group or groups of claims which, if
elected, would comply with the requirement for unity of inven-
tion.

The following identifying informationisto be placed onthe

top of the first page of Form PCT/IPEA/405:
- this is usually the
attorney'saddress taken from the file wrapper by the typist.

Applicant’'s or Agent’s File Reference - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

Intermational Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand Form PCT/IPEA/401.

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box Il of the Demand, Form PCT/IPEA/401.

INVITATION

In the space provided, after the first paragraph on form
PCT/IPEA/405, the examiner should identify the disclosed
inventions by claim numerals or drawing figure numerals, as
appropriate, and indicate which disclosed inventions are so
linked as to form a single general inventive concept, thereby
complying with the requirement of unity of invention. For
example, claims to different categories of invention such as a
product, claims to a process specifically adapted for the manu-
facture of the product and a claim for a use of the product would
be consideredrelated inventions which comply with the unity of
invention requirement, whereas a claim to an apparatus for
making the product in the same application would be considered
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a second invention: for which additional fees would be required.
The reasons for holding that unity of i mvcnuon is lackmg must
be specified.

In the space provided after the third paragraph: at the bottom
of the first page, the examiner should specify the main invention
and claims directed thereto which will be examined if the
apolicant fails to restrict or pay additional fees. The main
invention, in case of doub, is the first claimed invention or
related invention before the International Preliminary Examin-
ing Authority for which a search fee has been paid and an Inter-
national Search Report has been prepared.

In the space provided, after the first pa:agraph of the second
page of forin PCT/IPEA/4035, the examiner indicates the inven-
tion or groups of inventions which are so linked as to form a
single general inventive concept, thereby meeting the require-
ment of unity of invention. This is normally arestatement of the
inventions identified in the space provided, after the first para-
graph on page 1 of form PCT/IPEA/405.

In the space at the end of the second paragraph of page 2 of
form PCT/IPEA/405, the examiner should indicate the total
amount of addmonal fees required for exammauon of all
claimed inventions.

In the third paragraph printed on page 2, the time limit for
response is set according to PCT Rule 68.2, normally a one
month time limit should be set. No extensions of time are
permitted.

Since the space provided on form PCT/IPEA/40S is lim-
ited, supplemental attachment sheets, supplied by the examiner,
with reference back to the specific section, should be incompo-
rated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/405 must be signed by an examiner with
ar least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases to allow
applicants to elect an invention 10 be examined or to pay
additicnal fees. Additional fees may be charged to a deposit
account using the telephone practice only if:

1) The Demand for International Preliminary Examination
included an authorization to charge additional fees to a deposit
account,

2) Applicant or the legal representative or agent orally
agrees to charge the additional fees to the account, and

3) A complew record of the telephone conversation is
included with the Written Opinion including:

a) Examiner’s name;

b) Authorizing attorney’s name;

c¢) Date of conversation;

d) Invention elected and/or inventions for which addi-
tional fees paid; and

e) Deposit account number and amount to be charged.

If applicant or the legal representative or agent refuses to
either restrict the claims to one invention or authorize payment
of additional fees, form PCT/IPEA/405 shouid be prepared and
mailed to applicant.
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. PATENT COOPERATION TREATY
: UNTIED STATES
I 70 | INTERNATIONAL PRELIMINAKY EXAMINING AUTHORITY (IPEARS)
John Adams
Adams, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820 INVITATION TO RESTRICT OR PAY
ADDITIONAL FEES

issusd pursumnt to PCT Anicle 34 (3)(e) end Rule 68.2
DATE OF MAILING by the kzevastional Preliminary

Inseribe NAME md ADDRESS of eie AGENT md if Exmnining Authority
there is no agen, of the APPLICANT APPLICANTS OR AGENTS FILE REFERENCE
e CHMC=123

IDENTIFICATION OF THE INTERNATIONAL APPUCATION

Intemational Application Xo. Tnlemations] Filng Date
PCT/USB7/88888 06 July 1987 (06.07.87)
Applicant (Namme)
Columbia Marine Corporation
INVITATION

This International Preliminary examining Authority considers that the
above-identified international application does not comply with the
requirement of unity of invention(l! for the following reasons:

Group I, Claims 1-5, 9 and 10, drawn to & sailboat self-
steering gear.

Group II, Claims 6-8, drawn to a compass with an alarm to
indicate deviation from a desired course.

The claims of these two groups are directed to different
inventions which are not so linked as tov form a single
general inventive concept. The inventions are not linked in
operation and perform completely different operations.

CONSEQUENTLY THE APPLICANT IS HEREBY GIVEN THE OPTION OF RESTRICTING
THE CLAIMS OR PAYING ADDITIONAL FEES,

If the applicant does not exercise the option, the International
Preliminary Examining Autherity will establish the international
preliminary examination repcrt on those parts of the international
application indicated below which, 1in the opinion of this
International Preliminary Examining Authority, appear toc relate to the

main invention. (Specify)

Claims 1«5, ¢ and 10.

{Invitation continued on the following page)

FORM PCT/PEALDSE) (Jarvery 1285 Se0 NGICS ON NeVerse eds
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PCT/USET/B8888
INVITATION TO RESTRICT OR PAY ADDITIONAL FEES (continued)

If the applicant opts to restrict the claims, this Internationel
Preliminary Examining Rutherity suggests below restrictien
possibilities which in its cpinion would be in compliance with the
requirement of unity of invention. (specify)

Group I, Claims 1=-5, 9 and 1§

Group II, Claims 6-8

If the applicant opts to pay additicnal fees, this Internaticnal
Preliminary Examining Authority will establish the international
preliminary examination report on the other parts of the international
application only if, and to the extent to which, additional fees are
paj +.by the applicant. The total amount of the additional fees
a1 Ho™ |

THE APPLICANT IS HEREBY INVITED TO RESTRICT THE CLAIMS OR TO PAY THE
AMOUNT OF ADDITIONAL FEES WITHIN.ODE —— (MCNTHS) 4B2¥6) "ROM THE DATE
OF MAILING INDICATED ABOVE. The payment of any additional fee may be
made under p:c:escf“

Computation of the time limit starts cn the day following the date of

mailing of the present invitation. Within this time limit either the
payment or the restriction has to be made to this Internaticnal

Preliminary Examining Authority.
Payment should be made by check, postal money order, or bank draft,

payable to the Commissioner of Patents and Trademarks Payment and may
also be mace by authorization to charge a Patent and Trademark Office

deposit account.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only: Authonized Officer
Commissioner of Patentz end Trademasics stbg,QM\ % S::
S

Box PCT
Washington, D.C. 20231 tephién Decatur - Primary Examinpr

FGRIA PCTAPEAKNS () (Janvery 1825)
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Form paragraph 18.01

Permlssible Combinations

In the exsmination of intemations] applications filed under the Patent
Coopereiion Treaty, PCTRule 13.1 siates that the intemations! application shall
relaze to one invention only orto s gmupofmvmuons so linked u!o!'orm ]
single general inventive concept™.

PCT Rule 13.2 indicates thst this shail be construed as permitting . in
particilar, one of the following three possible combinstions of the claimed

(1) a product, a process epecifically adapted for the memfacture of said
product and & use of said producz, or

(2) & process, and sn apraratus or means specifically designed for carrying
ont gaid process, of

(3) a product, & process specially adapted for the manufecture of said
product and en spparatus or means specifically designed for carrying out the
process.

Additionally, current United States Patent and Trademark Office restric-
tion practice permits the following combinations of the claimed invention:

(4) & product, and a process specifically adapted for the manufacture of
said product, and

(5) a product, and a use of the said product, as where said use as claimed
cannot be practiced with another materisily different product.

EXAMINER NOTE:

1.Thie paragraph must be ased as the beginming peragraph of a separate
sheet holding of lack of unity of inveation involving different categories of
invention. On the first page of Form PCT/IPEA/AQS ir<ent the notstion “See
attached sheet” and proceed using these form paragra;.. Howeves, the main
imvention should be indicated on the bottom of the form ¥ TT/IPEA/40S.

Form parsgraph 18.02

Invitatlon to restrict

This application contains the following inventions or groups of inventions
which are not 5o linked &s 1o fonmn & single inveative concept. In order for all
mventions to be examined, the appropriate additional examination fees must be

EXAMINER NOTE:
1.This is the heading that should be used in all holdings of lack of Unity

of Invention.

Forwm persgreph 18.03
Grouplngs of inventicn
Group(1], Claim [2] ,drawn o {3].

EXAMINER NOTE:
1. Inbracket [1], place sequential Romen numeruls to identify the group-

mgs.

2. In bracket [2], place the sppropriate claim number(s).

3. In brackes [3], define the invention or groups of invention(s) so linked
23 to form 8 single general inventive concept.

Form paragraph 18.04
Ressons for holding a lack of Unlty of Inventlon
Theinventions listed a3 Groups [1] do not meet the requirernents for Unity
of Invention for the following reasons: [2]

EXAMINER NOTE:

1. In bracket [1], list the Roman numerals that identify the groupings of
invention.

2. This paragraph follows the listing of the Groups of invergion and should
be completed at [2] with a thoroagh and concige explanation 85 to why there is
8 lack of unity of invention between the groups.

Foim paragraph 18.07

Telephone Electlon - Single Invention

Dunng s telephonic requir=snent for election, on [1] applicant’s represen-
tative, [2], elected the invention of Group [3] for examination.

No sdditional examinstion fees were suthorized and only one invention
was elected.

EXAMINER NOTE:

1. In brackei {1}, insert the date the election was made.

1800-103
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2. In brecket [2], insen the name of applicant’s representative.
3. In bracket {3], insert the Roman nomersl identifying the elected inven-
tion.

Form pnragraph 18.08 "
’ Telephene Efectlon - Multiple Inventlons

Dunngudephomc requuemmlforelecuon on(1], applxcant 8 fepresen-
tative, [2], elected the inventions of Groups [3] for examination.

Applicant’s representative zlso suthorized the charging o the Deposit
Account for payment of additional examination fees totaling ${4] for the
examination of said inventions. The additional exemination fees have besn
charged to Deposit Account Number [5].

EXAMINER NOTE:

1. In bracket [1], insent the date the election wag made

2. In brackez [2), insert the name of applicant’s representative

3. In bracket {3], insen the Roman numersl identifying the elected
inventions.

4. In bracket [4], insert the amourt of the additional fees for the examina-
tion of the additional invention(s).

5. In bracker [S], insent the Deposit Account Number.

Form paragraph 18.09

Notice of Right to Pretest Telephone Practice in Written
Opinion '

Applicant stands advised thatthere is no right to protest the holding of lack
of unity of invention for sny group of invention(s) for which no additionial
examination fees has been paid. Any protest to the holding of lack of unity of
invention or the amount of the additional fes required must be filed no laterthan
the filing of a response to the Wrinen Opinion.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election

made in a Written Opinion.

Ferm paragraph 18.10

Notice of Right to Protest Telephone Practice, No Wrltten
Opinion

Applicant stands advised that there is no right to protest the

holding of lack of unity of invention for any group of invention(s) for which
no additional examination fees has been paid. Any protest to the holding of
lack of unity of invention or the amount of the additional fee required must
be filed no later than one month from the date of this leter.

EXAMINER NOTE:
1. This paragraph must be included in the record of & telephone election
made in a separate letier.

1898.02(c) Response to Invitation Concerning
Lack of Unity of Invention [R-5]

PCT Administrative Instructions Section 603
Transmittal of Protest Against Payment of Additional Fee and
Decision Thereon

The International Preliminary Examining Authority shall trensmit to the
applicant, at the Jatest together with the international preliminary examinaticn
report, any decision which it has taken under Rule 68.3(c) on the protest of the
applicant againsi payment of the addiional fee. At the same time, it ghall
transmit to the International Bureau a copy of both the protest and the decision
thereon, as well as any request by the spplicant to forward the texts of both the
protest and the decision thereon to any of the clected Offices.

37 CFR 1.489 Protest to fack of unity of invention before the
International Preliminary Examining Authority

(a) If the epplicant disagrees with the holding of lack of unity of invention
by the Intemational Preliminary Examining Authority, additional fees may be
paid under protest, accompanied by a request for refund and a statement setting
forth reasons for disagreement or why the required additional fees are consid-
ered excessive, or both.

(b) Protest under paragraph (a) of this section will be examined by the
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Commissioner orthe Commissioner’s designee. Inthe event that the applicant’s
protest is determined to be justified, the additionsl fees oupomom.hewofwﬁl
be refunded.

(¢) An applicant who desires that a copy of the protest and the decision
thereon accompany the international preliminary examinstion report when
forwarded to the Elected Offices, may noify the Inzemationsl. Pml:mmnry
Examining Amhontymthuaffeamyumepmnodwummeofﬂ\emma-
tional preliminary examination report. Thereafter, such notification should be
direcisd o the Internations] Buresu.

Applicant may respond by paying some or all additional
fees or by restricting the claims to one invention. If applicant
makes no reply within the set time limit, the international
preliminary examination will proceed on the basis of the main
invention only.

If applicant has paid an additional fee or fees, a protest to
the holding of lack of unity of invention may be filed with the
International Preliminary Examining Authority.

NOTIFICATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the Group Director o
inform the applicant of the decision regarding applicant’s pro-
test on the payment of additional fees concemning unity of
invention.

The following identifying information must be placed on
the top of the ﬁrst page of Form PCT/IPEA/420:

- usually the attorney's address taken
from international application file wrapper.
icant’ 's Fi - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first shest
of the Demand Form PCI'/IPEA/401
3fion ) mbe -tlusxslheMdIthPCT
apphcauon senal numbe: as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand Form PCT/IPEA/Q1.

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The Group Director checks the appropriate box, i.e., 1.a.,
L.b. or 2. If box 2 is checked, a clear and concise explanation as
to why the protest concerning the unity of invention was found

to be unjustified must be given.
Since the space is limited, supplemental attachment

sheet(s) should be incorporated whenever necessary.
AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group
Director.
1898.02(d) Notation of errors and informalities
by the Examiner [R-5§]
Rev. §, July 1987
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PCT Administrative Instructions Sectlon 607
Rectifications under Rute 91.1
. Where the Intemations] Preliminary Exnmmmg Authority suthorizes &
rectification under Rule 91.1, Rule 70.16 and Section 602 shall :pplym:dam
mutandis,

Although the examiner is not responsible for discovering
errors in the international application, if any errors come to the
attention of the examiner, they should be noted and called to the
applicant’s attention. Notations as to obvious errors (see PCT
Rule 91) should be called to the applicant’s attention by using
PCT form PCT/IPEA/411 or 423.

If the applicant requests correction of any obvious errorsin
the intemational application or in any paper submitted o the
International Preliminary Examining Authority, ouier than in
the request, any acceptable correction should be authorized by
using Form PCT/IPEA/412.

INVITATION TO REQUEST RECTIFICATION OR
CORRECTION

The procedure governing the rectification of obvious errors
are PCT Rules 91.1(d) and 26.4(a) which state that:

The request for rectification which the applicant is invited
to make must be submitted in a letter. The rectification may be
stated in that letter if it is of such a nature that itcan be transferred
from the letter to the international application without adversely
affecting the clarity and direct reproducibility of the sheeton to
which therectification is to be transferred; otherwise, the appli-
cant is required to submiit a replacement sheet embodying the
rectification and the letter containing the request for rectifica-
tion must draw attention to the differences between the replaced
sheet and the replacement sheet.

Defects that are not obvious errors may be called to
applicant’s attention by using form PCT/IPEA/408 or 423.

Thefollowing identifying information is to be placed on the
top of the first page of Form PCT/IPEA/411 or 423:

- usually the attorney's address taken
from the from of the mternauonal application file wrapper.
~ this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.
i icati - this is the 14 digitPCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set
forth on the intemational application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

INVITATION
The examiner may invite applicant to rectify obvious errors

which do not impede the examination of the PCT application.
Applicant is notified of the obvious errors by checking the first
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box and supplying a photocopy of the obvious errors or check-
ing the second box and clearly describing the obvious errors in
the space provided.

Since the ‘provided is hmltcd supplemental
attachment sheet(s) should be mcorporated whenever neces-
sary.

The ex_ammjer then must complete the section of the Form
which notifies applicant where the Request for Rectification
should be submitted. This will be the USPTO if the errorisina
partof the international application other than the request which
has been submitted to the International Preliminary Examining
Authority. See PCT Rule 91.1(¢}. This should be indicated by

checking the last box.
AUTHORIZED OFFICER

Forms PCT/IPEA/411 and 423 must be signed by an
examiner having at least partial signatory authority.

In the large rectangle on the form, the examiner should
clearly set forth the deficiency.

Since the space is limited, supplemental sheet(s), supplied
by the examiner, should be incorporated whenever necessary.
The examiner should check the appropriate box to indicate the
type of deficiency in the papers.

The time limit for response is set in the last paragraph
(which is in capital letters). Applicant is given 30 days, or less
depending on the time remaining to compleie the International
Preliminary Examination Report.

Ferm paragraph 18.28
Drawings objected to, Correction requested
The drawings are objected to because [1]. Cormrction is requested.

Form paragraph 18.29

Subject matter admits of lustration

The subject mager of this spplication admits of illustration by drawing 1o
facilitate understanding of the invention. Applicant is required under PCT
Asticle 7(1) to fumish & drawing.

Form parasgraph 18.30

Amendment contalnlng New Matter

The amendment of [1] is objected to under PCT Anticle 34(2)(b) beczuse
it introduces matter ino the application that goes beyond the disclosure 23
originally filed. The added material which is not supporied by the original dis-
closure is as follows: [2]

Under PCT Rule 70.2(c), the international application is being treated as
if the entire amendment had not been made.

EXAMINER NOTE:

1. An smendment that attempis 1o add new maiter to any of the drawings,
specification or claims in effect voids the entire amendment, and the intema-
tional spplication is in effect trested ag if the amendment had never been
sabmitted.

Form parsgraph 18.33

fmproper Multiple dependent cizsims

Claim [1] objected to under PCT Rule 6.4(a) a8 being in improper
dependent form bec.use e multiple dependent claim {2]. Accordingly, claim (3]
not being examined for uovelty, inventive step and industrial epplicability.

EXAMINER NOTE:

1. In bracket [2), ingert “should refer to other claims in the alternative
caly.”, andfor “cannct depend from any other multiple dependent claim.”

1898.02(d)(1) Rectification [R-5]
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NOTIFICATICN OF DECISION CONCERNING RE-
QUEST FOR RECTIFICATION

The rectification of obvious esrors is governed by PCT
Rules 91.1(b)-(h) and 66.5.
The following identifying information is to be placed on the
top of the first page of Form PCT/IPEA/412:
- usually the attorney's address iaken
from the front of the mtematxonal application file wrapper.

- this is the
apphcant sor agens’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401. :

Intemational Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

Iniemational Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401,

NOTIFICATION

The examiner after fully considering applicant’s Request
for Rectification of an obvious error, will notify applicant of the
action taken on Form PCT/IPEA/412. Since the space provided
is limited, suppiemental sheei(s) should be incorporated when-
ever necessary.

The last box, indicating that this rectification with any at-
tachment has been sent to the Intemational Bureau, is checked
when the Request for Rectification has been approved or ap-
proved in part. This box is not checked when the Request for
Rectification has been refused.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at least partial signatory authority.

1898.03(a) Preparation of the Written Opinion
[R-5]

PCT Artlcle 34
Procedure before the Internationail Preliminary Exemining
Authority
weane

(2){(c) The applicani shall receive at least cne written opinion from the
International Preliminary Examining Authority unless such Authority consid-
ers that all of the following conditions are fuifilled:

(i) the invention satisfics the criteria set forth in Anicle 33(1),

(ii) the intemnational application complies with the requirements of this
Treaty and the Regulations in so far as checked by thet Authority,

(iii) no obszervations are intended to be mede under Anticle 35(2), last

sentence.
L3
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.. PCT Rule 66 .
Procedure before the Internatlon:l Prellmlnary Enmlnlng
Authorlty

66.1 Basis of the Interrational Preliminary Examination

" “Beforetheinternational preliminiary exemination starts, the applicant may
make amendments according to Anicle 34(2)(b) and the intemnatiorial prelimi-
nagy examination shall initially be directed tothe claims, l.hedcsmpuon, andthe
drawings, as contained in the intemnational application at the time the interna-
tional preliminary examination stars.
66.2 First Written Oginion of the International Preliminary Examining
Authority

(a) If the International Preliminary Examining Authority

(i) considers that the intemazional application has any of the defects
described in Anicle 34(4),

(ii) considers that the lmemauanl preliminary examination report
should be negative in regpect of any of the claims because the invention claimed
therein does not appesr 1o be novel, does not appesr to involve sn inventive step
(does not appear to benon-obvious), or does not appear 1o be industrially
applicable, ‘

(iil) noticey that there ig some defect in the form or contents of the
intemationsal application under the Treaty or these Regulations,

(iv) considers that any amendment goes beyond thedisclosure in the
international application as filed, or ‘

(v) wishes to accompany the intemnational preliminary examination
report by chservations on the clarity of the claims, the description, and the
drawings, or the question whether the claims are fully supporned by the
description,

the eaid Authority shall notify the applicant accordingly in writing. Where
the nationsal law of the national Office acting as Intemational Preliminary
Examining Authority does not allow multiple dependent claims to be drafted in
a mangner different frowm that provided for in the second and third sentences of
Rule 5.4(s), the International Preliminary Examining Authority may, in case of
failure to use that manner of claiming, apply Anticle 34(4)(b). In such case, it
shall notify the spplicant accordingly in writing.

(b) The noiificaion shall fully state the reasons for the opinion of the
Intemational Preliminary Examining Authority.

(c) The notification ghall invite the applicent 10 submit a written reply
together, where appropriate, with amendments.

(d) The notification shall fix atime limit for the reply. The time limit shall
be reagonable under the circumstances. It shall normally be two months after the
date of notification. In no case shall it be shorter than one month after the said
date. It shall be st lesast two months afier the said dste where the international
gearch report is transmitted @2 the sume time as the notification. In no case shall
it be more than three months after the said date.

Rk kE
37 CFR 1.484 Conduct of international preliminary examination

(2) An intemational preliminary examination will be conducted to formu-
late 2 non-binding opinion as to whether the claimed invention has novelty,
involves an inventive siep (is non-obvious) and is industrislly applicable.

(b) No international preliminary exsmination report will be established
prior to issuance of ai international search report.

(¢} No internations] preliminary examinstion repost will be conducted on
inventions not previously searched by an Intemationsal Searching Authority.

(d) The Intermational Preliminary Examining Authority will establish a
written opinion if any defect exists or if the claimed invention lacks novelty,
inventive step orindustrial applicability and will set 2 non-extendable time limit
in the writien opinion for the applicant to respond.

(e) If no writien opinion under parsgraph (d) of this section is necessary,
orafter any writien opinion and the response thereto or Ge expiration of thetime
limit for response to such writien opinion, an intemational preliminary exami-
nation report will be established by the Intemational Preliminary Examining
Authority. One copy will be submitted tothe Intemational Bureau and one copy
will be submitted to the applicant.

(f) An applicant will be pesrmiited 2 personal or telephone interview with
the examiner, which must be conducted during the non-extendable time limit for
response by the applicant to 2 wrilten opinion. Additional interviews may be
conducted where the examiner determines that such additional interviews may
be helpful in advancing the intemational preliminary examination procedure. A
summary of any such personsal or telephone interview must be filed by the
applicant as a part of the response to the written opinion or, if spplicant files no
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respanse, be made of record in the file by the exeminer.

If the examiner: s

1. considers that the international apphcanon has any
of the defects described in PCT Article 34(4);

2. considers that the report should be negauve with
respect to any of the claims because of a lack of novelty,
inventive step (non-obwuusness) or industrial applicability;

3. notices any defects in the form or ccatents of the
international application under the PCT;

4. considers that any amendment goes beyond the
disclosure in the international application as originally filed; or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to question whether the
claims are fully supported by the description;

The applicant must be notified on Form PCT/IPEA/408 of
the defects found in the application. The examiner is further re-
quired to fully state the reasons for his or her opinion (PCT Rule
662(b)) and invite a written reply, with amendments where ap-
propriate (PCT Rule 66.2(c) setting two or three moaths ume
limit for the reply. _

WRITTEN OPINION

The following identifying information is placed on the first
page of the Wntten Opinion Form PCT/IPEA/408.
-usually the attorney's address taken
from the mtematwnai apphcahon file wrapper
- this is the
apphcant s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.
j icati - thisis the 14 digit PCT

International Application Number
application serial nomber as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box I of the Demand, Form PCT/IPEA/401.

Receiving Office - this is the Office with which the appli-
cation was first filed, identified on the first page of the Demand
as RO/US, RO/BR for Brazil, RO/BB for Barbados, etc. This
will usually be the United States Receiving Office identified as

ROfUS.

Priority _Date Claimed - this is the date of an earlier
application of which the priority is claimed under PCT Rule
4.10. This information is typed on the international application
file wrapper and can be found in Box VI of the Request Form
PCT/RO/101.

WRITTEN OPINION

The examiner should insert the words " firsi" or "second”,
as the case may be, in the space provided in the box below the
notation WRITTEN OPINION,
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ITEM I. BASIS OF OPINION

Applicant has two opportunities to amend the international
application prior to international preliminary examination.
Under PCT Article 19 the applicant is entitled to one opportu-
nity to amend the claims of the international application by
filing amendments with the International Bureau within two
months of the miailing of the International Search Report
Applicant is also permitted to make amendments before the
International Preliminary Examining Authority under PCT
Article 34(2)(b) and PCT Rule 66.1. However, this right is lim-
ited to the time of the filing of the Demand for International Pre-
liminary Examination by 37 CFR 1.485.

In item 1, the first box is checked if the internationai appli-
cation remains as originally filed, i.e., with no amendments.

The second, third and/or fourth boxes are checked, as ap-
propriate, if the application has been amended under PCT
Article 19 and/or PCT Rule 66.1 and the U.S. rules. Verify any
changes to the intemational application in the spaces provided.
Proceed with the examination and the preparation of the Written
Opinion of the apphcauon as amended.

Check the last box in Item I if it has been determined that
any amendment goes beyond the disclosure in the international
application as originally filed (contains “new matter”) and
proceed to establish the Written Opinion as if the amendment
had not been made. The Written Opinion should also indicate in
Paragraph V the reasons why the amendment goes beyend the
original disclosure. (Rule 70.1(c)).

ITEM II. NON-ESTABLISHMENT OF OPINION
ON NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY

Item II, of Form PCT/IPEA/408, is intended to cover the
situation where claims of an application are so defective that the
question of novelty, inventive step (non-obviousness) and in-
dustrial applicability cannot e considered. This should seldom
occur.

Check box 1 if all claims of an application are so defective
that no meaningful examination can be performed as to the
novelty, inventive step (non-obviousness) and industrial appli-
cability.

Check box 2 where only some of the claims of an applica-
tion are defective and cannot be exzmined as 1o novelty, inven-
tive step (non-obviousness) and incustrial applicability or
where there has been no international search for the only
invention currently claimed in the international application.

Theremaining unnumbered boxes in Item IT are forindicat-
ing those claims which have specific defects under PCT Rules,
such as PCT Rules 6.4, 66.2(a)(v), and/or 67.1.

For example, check the first unnumbered box under
box 2 if it is found that certain claims of an intemnational
application relate to subject matter for which noexamination on
the meritsis required. Any subject matier that is examined under
the U.S. national procedure should also be examined in interna-
tional applications

Check the second and third unnumbered boxes, respec-
tively, if it is found that the description, claims or drawings are
5o unclear, or the claims are so inadequately supported by the
description, that no full opinion can be formed as to novelty,
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inventive step or industrial applicability of the claimed inven-
tion (PCT Rule 66.2(a)(v)). When box 1 or 2 of item II is
checked, reasons why no examination was given must be given

' “gnder items V or VI of Form PCT/IPEA/408.

Form paragraph 18.25
Indefinite cialms
Claim [1] objected to as indefinite under PCT Asticle 6 for lack of
clarity. [2]

EXAMINER NOTE:

1. This form is analogous 1o 2 35 U.S.C.112, second paragraph rejection.
However, remember in an international application undergoing International
Preliminary Examination, that the claims are never rejected nor is the patenis-
bility or lack thereof discussed.

2. In bracket [2] explaia the lack of clarity.

Form paragraph 18.26
Cialms not supported by the disclosure
Claim [1] objected 10 under PCT Article 6 because it is not fully
supported by the disclosure, [2]
EXAMINER NOTE:
1. In bracket [2] explain the deficiency in the disciosure.

Form paragraph 18.27
Inadequate description
The description of the invention does not satisfy PCT Article 5 inthat
the invention mugt be disclosed in a manner sufficiently clesr and complete to
be carried out by & person skilled in l.he art. [1]
EXAMINER NOTE:
1. In bracket [1] explain why the description is not clear and complete.

ITEM IIl. NEGATIVE STATEMENT IN REGARD
TO NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY OF CLAIMS

In Item III, the examiner must list in summary form those
claimsthat donotmeet the criteria of novelty (N), inventive step
(IS) and/or industrial applicability (LA).

An example of this paragraph is as follows:

Claims I and § (no N)
Claims 1 to 10 (no IS)
Claims 11 and 12 (no IA).

ITEM IV. CITATIONS AND EXPLANATIONS IN
REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF THE CLAIMS

Item IV is the focus of the Written Opinion. All claims
without fatal defects are treated on the merits in Item IV as to
novelty, inventive step (non-obviousness) and industrial appli-
cability.

The treatment of claims in Item IV is sirilar in format o an
Office actionin aregular U.S. national patent application except
that the words “rejection” and “patentability” are never used in
a Written Opinion. On the international level, all Written
Opinions are non-binding and a patent does not issue; what does
issue is an International Preliminary Examination Report
(IPER), which is non-binding on the Elected States.

Examiner statements in Item IV can be positive and/or
negative. If, for example, claims define over the prior art and
meet the test of novelty, inventive step (non-obviousness) and
industrial applicability, a simple statement to this effect is
sufficient. If on the other hand it is the opinion of the examiner
that some or all claims lack novelty, inventive step and/or
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, UNTTED STATES
ITO BITERNATICINAL FRELIMINARY EXAMINING AUTHORITY (PEAAS)
John Adams
Adams, Baker and Charlie
1200 Marina Drive
] K% 7o
Baltimore, Maryland 20829 WRITTEN OPINION
isoned porvas 1w PCT Rules 66.2%"0r 66.4 (1)
DATE OF MAILING by the inemationa) Prouminary
Inseribe NAME sd ADDRESS of the AGENT and if Examining Anbory
there is 6o sge, of the APPLICANT | APPLICANTS OR AGENTS FILE REFERENCE

- e | cMC-123
TDENTIFIGATION OF THE INTERNATIONAL APPLICATION

Traemmation) Application No. Tomationsl Filirg 10ee
PCT/US87 /88888 06 July 1987 (06.07.87)
Apphcan. (Nae)
Columbis Marine Corporation
Recmviog Ofiios Fricrity Dase Citimed
RO/US 15 July 1986 (15.07.86)
WRITTEN OPINION
With_reference to the above-identified international appiication,this constitutes
the £1¥8t (first, etc.) wtitten opinion by this International Preliminary

Examining Authority.

I. BASI3 OF OPINION

The examination is being carried out on the following application documents:
the application documents as fiied

deseription, pages_1=20 , as originally filed

description, pages.... , filed with your letter of

claim(s) i-8 , as originally filed

claim(s)_2_and 10 , filed with your letter of 15 February 1pes

drawings, sheet/£ig. 14 . 88 originally filed
drawings, sheet/fig, , filed with your letter of

This opirion has been established as if the amendments indicated on the extra
sheet have not been made, since, for the reasons indicated, they have been

considered to gc beyond the disclosure as f£iled.

8 Q&0

O

I11.NON ESTABLISKMENT OF OPINION ON NOVELTY, INVENTIVE STEP AND

INDUSTRIAL APPLICABILITY
The gueztion whether the claimed invention appears to be novel, to involve an
inventive step (to be non-obvious), and to be industrially applicable will not
for the reasons indicated below be gone into in respect of:

1. D The above-identified international application.
2, E claims NOS. _£um§ (specify particular claims).
N additi . .
[ sfoF which 0o, additional fees, have heen paid to the IPEA
the following subject matterﬂf which does not require an international

preliminary esamination. (specify)

The description, claims, or drawings (indicate particular elements) or
said claims HNos are so unclear that no meaningful opinion

could be formed(3)

D The claims, or sald claims NOoSe e . 3re so inadequately supported
by the description that no meaningful opinion could be formed {3

FORES PCTRAREASGD (Bl evasl) (SAPEIARTY 1888) Gon noies on SR LB
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‘ POTZISRT /RARAS
WRITTEN OPINION (continued)

III. WEGATIVE STATEMERT IN REGARD TO NOVELTY, IRVENTIVE STEP AND INDUSTRIAL
APPLICABILITY OF CLAIMS

The statement under Article 35 {(2) should ke negative in respect of
the claims indicated below. The criteria no:t satisified in respect of
such claims are indicated by the letter abbreviation: N (for Novelty):
IS (for Inventive Step); and IA (for Industrial Applicability).

Claim 1, No ®

Claims 2 to 4, No IS

Iv. CITATIONS BAND EXPLANATIONS 1IN REGARD TT NWOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF CLRIMS

No. of Claim / Relevent Supporting Documerts T *ed / Explanation

Claim 1 lacy= novelty under PCT Article 3 ..) as being antici~
pated by the = .*ent to KNOOS.

Claims 2 and 3 lack an inventive step under PCT Article 33(3)
as being obvious over IVERSEN in view of DAW. To mount the
device of IVERSEN in a position forward of the keel as taught
by DAW would not involve an inventive step.

Claims 4, 5, 92 and 10 meet the criteria set forth in PCT

Article 33(2)-=(4)
New Citation

Us, &, 4,366,767 KNOOS 04 January 1963 (04.01.83), See figure 1.

FORA PCT/IPEL/L08 (second sheel) {Janury 1885) Bae nvies on reverss ude
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PCT/USB7/88888

WRITTEN OPINION {continued)
V. CERTAIX DEFECTS IN THE INTERNATIONAL APPLICATION

The following defects in the form or contents of the above-identified
interrational application under the Treaty or the Regulations have
been noted.

Page 5, line 8, "victor"™ should be ®vector®.

In figure 2 of the drawings, the lead line for reference
numeral 6 should be directed to the tiller rather than to
‘the boom.

VI. CERTAIN OBSERVATIONS ON THE INTERNATIONAL APPLICATION

The fcllcocwing observations on the clarity of the claims, description,
and drawings or on the guestion whether the claims are fully supported
by the description, are notified:

VII. IKVITRTION

APPLICANT IS INVITED TO SUBMIT A WRITTEN REPLY ACCOMPANIED, WHERE APPRO-
PRIATEZ, BY AMENDMENTS' wWITHIN_tWO  MONTHS/_______ DAYS OF THE DATE
OF MAILING INDICATED ON THE FIRST SHEET.

Any inquiry concerning this communication should be directed
to Stephen Decatur at telephone number 703-557-3310.

The time limit for response to a Written Opinion will not be
extended, 37 CFR 1.484(d). Any response received after the
expiration of the time limit set in the Written Opinion will
not be considered in preparing the International Preliminary
Examination Report.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only: Auvthorized Officer
Comumissioner of Paenis end Trademarks SEQ'Q‘”\ e e
OX
Washington, D.C. ATTN:IPEAUS | Stephen Decatur - Primary Examiner

FORs FCTIPEA/LS (iamt oraad, (Larunry Y8ES)
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industrial applicability, specific reasons for the opinion em-
ploying PCT form paragraphs must be given similar to those
used in U.S. national applications.

Form paragraphs to be used by the examiners appear in the
relevant sections of this Manual. All examiners are expected to
use exclusively the PCT form pa'ragraphs in appropriate situ-
ations in formulating any negative statements llsted inltem IV,
See MPEP §§ 1898.03(a)(2) and (3).

Since the space provided in Item IV on Form PCT/IPEA/
408 is limited, supplemental sheets typed on plain white paper,
with reference back to Item IV should be incorporated into the
Written Opinion whenever necessary.

Examiners are encouraged to indicate any amendments
which applicant could present which would avoid a negative
statement in the International Preliminary Examination Report.

All international applications where an examination has
been demanded should be searched by the examiner at least to
the point of bring the previous search up to date. Prior art
discovered in a re-search and applied in an Ttem IV statement
must be made of record in Item IV, Prior art already cited on the
International Search Report need not again be cited on the Writ-
ten Opinion or International Preliminary Examination Report.
The subsequently discovered prior art is to be cited in compli-
ance with PCT Rule 43.5 and Administrative Instructions Sec-
tion 503 using the same citation format used on the International
Search Report, See M.P.E.P. §1863. See § 1898.03(a)(1) for
definition of prior art to be considered.

Form paragraph 18.32
Ciaims that meet test of novelty, inventive step and industrial

applicabillity
Claim [1] meets the criteria set out in PCT Article 33(2)-(4).

EXAMINER NOTE:
1. This form peragraph is used in Ttem IV of form PCT/IPEA/408 to

indicate those claims that define over the prior art.

ITEM V. CERTAIN DEFECTS IN THE
INTERNATIONAL APPLICATION

In Item V, defects in the form and content of the interna-
tional application are identified.
Examples of defects that would be listed in Item V are:
1. Informalities such as misplaced and/or omitted
drawing numerals, misspelled words, grammatical errors, etc.
2. An amendment tc the drawings, description or
claims not filed with the Demand, unless it is an amendment to
the claims under PCT Anicle 19 which was timely filed with the
International Bureau or in response o a Written Opinion.
3. Improper multiple-dependent claims (PCT Rule
6.4).
4, Defects detected by the PCT Branch that are trans-
miited with the application to the examiner for inclusion in Tiem
V.

Form paragraph 18.31

Disclosure ol jected to, Minor informalities

The disclosure is cbjected 1o because of the following informalities: {1].
Appropriate comrection is requested.

EXAMINER NOTE:

1. This form paragraph is used in Item V of Form PCT/IPEA/408 to point

out minor informalities in the disclosure.

1800-111

- 1898.03(a)

ITEM VI. CERTAIN OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

In Item VI, the examiner notifies the applicant of observa-
tions made as to the clarity of the claims, the description, the
drawings. or on the question whether the claims are fully
supported by the description.

If the claims, the description or the drawmgs are sounclezr,
or the claims are so inadequately supported by the description,
that no meaningful opinion can be formed on the question of
novelty, inve~tive step (non-obviousness) or industrial applica-
bility, the applicant is so informed in Item VI (PCT Article
34(4)(a)(ii). Reasons {or the examiner’s opinion that the claims,
description and drawings, eic., lack clarity must also be pro-
vided.

Ifthe above situation is found toexist in certain claims only,
the provisions of PCT Article 34(4)(ii) shall apply to those
claims only.

If the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possible to form a
meaningful opinion on the claimed subject matter, then it is
required that the examiner consider the claims and render a
Written Opinion on novelty, inventive step, and industrial
applicability in Item IV of Form PCT/IPEA/408.

Since the claims of an international application are not sub-
ject to arejection on either art or indefiniteness consistent with
U.S. practice, observations by the examiner with regard to
clarity of the claims, the description and the drawings will be
treated in the form of an objection in the Written Opinionin Item
VL.

ITEM VII INVITATION

Item VII is an invitation by the International Preliminary
Examining Authority (IPEA) to applicant to reply to the
examiner’s Written Opinion. A two month {ime limit to respond
to the Written Opinion should normally be set, although a 3
month time limit may be set where the time limit for reply ends
prior to the expiration of 25 months from the priority date.

Form paragraph 18.35

Name and telephone number of examiner to be contacted

Any inquiry conceming this communication should be directed to

{1] at telephone number 703-[2].

EXAMINER NOTE:

1. This paragraph should be inserted in the “INVITATION", Item VII of
all Written Opinions.

2. In bracket [1], the examiner to be contacted first is the examiner who
prepared the Written Opinion.

Form paragraph 18.36 must be employed in Item VII of
every Written Opinion.

Form paragraph 18.36
o extensions of time limit o respond to the Written Opinion
The ume limit set for response to a Written Opinion may not be
extended, 37 CFR 1.484(d). Any response received after the expiration of the
time himit set in the Written Opinion will not be considered in preparing the
Interrational Preliminary Examination Repont.
EXAMINER NOTE

AUTHORIZED OFFICER
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Every Written Opinion must be signed by an examiner
having at least partial signatory authority.

The first document prepared by the examiner in most
international applications during the international preliminary
examination proceedings will be the Written Opinion. Only in
those international applications where all the formal matters are
proper and the claims are directed to inventions which have
novelty, inventive step and industrial applicability will an
international preliminary examination report be established
without a Written Opinion having be issued first.

1898.03(a)(1) Prior Art under Chapter 11
[R-§]

PCT Article 33
The Internstional Preliminary Examination

SeNSY

(6) The international preliminary examination shall tzke into considera-
tion all the documents cited in the intemational search report. It may take into
consideration sny additional documnents considered to be relevant in the particu-
lar case.

PCT Rcle 64
Prior Art for Internatione! Prellminary Examinstion

64.1 Prior Ars

() For the purpotes of Anticle 33(2) and (3), everything made available
1o the public anywhere in the world by means of written disclosure (including
drawings and otherillustrations) shal! be considered prior art provided that such
making available occurred prior 10 1he relevant date.

(b) For the purposes of paragraph (a), the relevant date will be:

(i) subject to item (ii), the international filing date of the intemnational
application under international preliminary examination;

(i) where the imemational application under international prelimi-
nary examination validly claims the priority of an earlier application, the filing
date of such earlier spplication.

64.2 Non-Written Disclosure

In cases where the making available to the public occurred by means of an
oral disclosure, use, exhibition or other mon-written means (“non-written
disclosure”) before the relevant date as defined in Rule 64.1(b) and the date of
such non-written disclogure is indicated in a written disclosure which has been
made available to the public after the relevant date, the non-written disclosure
shall not be considered part of the prior arnt for the purposes of Article 33(2) and
(3). Neveriheless, the international preliminary examination report shall call
suention to such non-wrinten disclosure in the manner previded forinRule 70.9.
64.3 Certain Published Docwnents

In cases where any application or any patent which would constitute prior
an for the purposes of Article 33(2) and (3) had it been published prior to the
relevant date refersed to in Rule 64.1 was published, ag such, after the relevant
date but was filed earlier than the relevant date or claimed the priority of an
earlier application which had been filed prior to the relevant date, such published
epplication or patent shall not be considered part of the prior art for the purposes
of Article 33(2) and (3). Nevertheless, the intemational preliminary examina-
tion report shall cali attention to such application or putent in the manney
provided for in Rule 70.10.

The relevant date for the purpose of considesing prior ant is defined in PCT
Rale 64.1(b) as the intemationel filing date or, where ihe international applica-
tion contains s valid claim for priority, that date of priority.

In cases where any application or any patent which would constitute prior
an forthe purpose of international preliminary examination as tothe novelty and
inventive step (non-obviousness) was published on or after the relevant date of
the international application under consideration but was filed earlier than the
relevant date or claimed the priority of an earlier application which was filed
prior to the relevant date, the published application or patent is not to be consid-
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ered part of the prior an for the purpose of intemational preliminary examing-
tion as 1o and inventive step. Nevertheless, these documents are to be
listed on Form PCT/IPEA/409 under the heading “CERTAIN PUBLISHED

DOCUMENTS".
1898.03(a)(2) Novelty under Chapter II [R-§]

Novelty is defined in PCT Article 33(2).

PCT Article 33
The Internationsl Preliminary Examination
L2 21
(2) For the purposes of the intemational preliminary examination, &
claimed invention shall be coasidered novel if it is not anticipated by the prior
art as defined in the Regulations.
R E
Form peragraph 18.21
Novelty
Claim [1] lack(s) novelty under PCT Anicle 33(2) as being [2] by
[3).
EXAMINER NOTE:
1. This form paragraph is the equivalent of a 35 U.S.C.102 rejection.
2. In bracket {2], insert “clearly anticipated”, or insert “anticipated” end
add un explanation at the end of the paragraph.
3. In bracket 3], insert the prior art relied upon.

1898.03(a)(3) Inventive Step under Chapter II
[R-5]

Inventive step is defined in PCT Article 33(3)

PCT Article 33
The Internstional Preliminary Examination
L2222
(3) For purposes of the intemational preliminary examination, 2
claimed invention shall be considered to involve an inventive siep if, having
regard to the prior art as defined in the Regulations, it is not, at the prescribed

relevant date, obvious 1o & person skilled in the art.
whmuE

PCT Ruie 65
Inventlve Step or Non-Obvlousness
65.1 Approach to Prior Art

For the purpozes of ~ nicle 33(3), the international preliminary exemina-
tion shall take into consideration the relation of eny particular claim to the prior
artas a whole. It shall take into consideration the claim’s relation not only 10 in-
dividusl documents or pans thereof taken separately but also its relation to
combinations of such documents or parts of documents, where such combina-
tions are obvious to & person skilled in the ant.

65.2 Relevant Date

For the purposes of Article 33(3), the relevant date for the consideration
of inventive siep (non-obviousness) is the date prescribed in Rule 64.1.
Form paragraph 18.22

Inventive Step (non-obvlousness)

Claim (1] lack(s) an inventive step under PCT Anticle 33(3) as
being obvious over [2].

EXAMINER NOTE:

1. This form paragraph is used when the claim(s) are rendered obvious in
view of the prior art.

2. In bracket [2], insert the prior art relied upon and explain how it is
applied to the claimed subject maiter. If the prior ast applied is a combination
of references, explain how they are obviously combined to show lack of inven-
tive gtep.

Form paragraph 18.23
Inventlive Step (ebvlousness), further explanation
Claim [1]lacks an inventive siepunder PCT Article 33(3) as obvious
over [2] in view of [3] as applied in the above psragraph, further in view of [4].
EXAMINER NOTE:
1. See the EXAMINER NOTE in paragraph 18.22 above.
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1898.03(a)(4) Industrial Applicability under
Chapter II [R-§]

Industrial applicability is defined in PCT Article 33(4).

PCT Artlcle 33
The International Preliminary Examination

(4) For the purposes of the internstions] preliminary examination, a
daimed invention shall be considered industriaily epplicable if, according toits
namere, izcan bemade orused (in the technological sense) in any kind of industry.
“Industry™ shell be understood in its broadest sense, es in the Paris Conventioa
for the Protection of Industsial Propemy.

Form peragraph 18.24

Industrial applicability

Claim [1] lack(s) industrial spplicability as defined by PCT Anticle

33(49). [2]

EXAMINER NOTE:

1. This form paragraph is used whea the clsim(s) define an invention that
cannot be made or uged (in the technological sense) in any kind of industry.

2, In bracket [2], identify the appropriste basis for sisting that the claims
lack industrial spplicability.

1898.03(b) Response to the Written Opinion
(R-5]

PCT Article 34
Procedure before the International Prellminary Examining
Authority
SeRGE
{2)(s) The applicant shall have e right 1o communicate orally and in
writing with the Internstionsl Preliminary Examining Authority.

(b) The applicant shall have & right to amend the claims, the
description, and the drawings, in the preseribed mammner and within the pre-
scribed time limit, before the international preliminarv examinstion report is
esteblished. The smendment shall not go beyond the disclosure in the intema-
tionsl spplication as filed.

LRGeS

(d) The applicant may respond to the writien opinion.

8588

PCT Rule 66
Procedure before the Internationsl Prellminary Examining
Authority
L1100

66.3 Forral Response to the nternational Preliminary Examining Authority

(2) The applicant may respond to the invitation referred to in Rule 66.2(c)
of the International Plelummry Examining Authority by making asmendments
or - if he disagress with the opinion of that Authority - by submitting arguments,
&s the case may be, or do both.

(b) Any response shall be submitied directly to the Intemnational Prelimi-

nary Exemining Authority.

66.5 Amendmens
Any chenge, other than the rectification of obvious ervors, in the claims,

the descsiption, or the drawings, including cancellation of claims, omission of
passages in the description, or omission of certain drawings, shall be considered
an amendment.
66.6 [nformal Communication with the Applicant

The International Preliminary Examining Authority msy, 8t any time,
communicate informally, over the telephone, in writing, or through personal
interviews, with the applicant. The gaid Authority shall, st its discretion, decide
whether it wishes to grant more than one personal interview if so requested by
the spplicant, or whether it wishes to reply to any informal writien communice-
tion from the applicant.

bk
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66.8 Form of Amendments

() The spplicant shall be required to mbmnawpheunmmemfmmty
shees of the intemational spplication which, on acewin? of an emendment,
diffess from the sheet originally filed. The letter accompanying the replacement
sheets shall draw attention to the differences between the replaced sheets and the
replacement sheets, Tothe extent thet any amendment resulis in the cancellation
of &n entire shect, that amendenent shall be communicated in 8 letter.

(b) [Deleied]
66.9 Language of Amendmenis

If the internationel application has been filed in 3 language other than the
lengusge in which it is published, any smendment, as well 83 any letter referred
to in Rule 66.8(z), shall be subenitted in the language of publication.

37 CFR 1.485 Amendments by spplicant during intermationsl
preliminary examination.

The applicent mey make smendments at the time of filing of the
Demand end within the time lirnis st by the International Preliminary Exsmin-
ing Authority for regponse to any written opinion. Any such amendments

fmnust -
(1) be made by subminting a replacemnent sheet for each shees of the

application which differs from the sheet it replaces unless an entire sheet is

cancelled and
(2) include a description of how the replecement sheet differs from the

replaced sheet.
If an amendment cancels an eatire sheet of the internstional spplication,
that emendment shall be communicated in s letter.

RESPONSE OF APPLICANT TO THE WRITTEN
OPINION

All amendments in response to a Written Opinion must be
received within the time limit set for response in order to be
considered in the International Preliminary Exarmination Re-
port. 37 CFR 1.484(d) does not aliow for extensions of time to
respond to a Written Opinion, therefore, any amendment re-
ceived after the time limit is treated as if the amendment had not
been made.

Any change, other than the rectification of obvious errors
intheclaims, the description, or the drawings, including the can-
cellation of claims, omission of passages in the description or
omission of certain drawings, will be considered an amendment
(PCTRule 66.5). The Patent and Trademark Office when acting
as the International Preliminary Examining Authority will not
accept any non-English applications or amendments.

Any amendments to the claims, the description and the
drawings in response to 8 Written Opinion must (1) be made by
submitting areplacement sheet for every sheet of the application
which differs from the sheet it replaces unless an entire sheet is
cancelled and (2) include a description of how the replacement
sheet differs from the replaced sheet in accordance with PCT
Rule 66.8.

In the particular case where the amendment cancels claims,
passages in the description or certain drawings resulting in the
cancellation of an entire sheet, the amendment must be submit-
ted in the form of a letter cancelling the sheet (PCT Rule
66.8(a)).

Replacement sheets must be in typed form.

Any paper submitted by the applicant, if not in the form of
aletter, must be accompanied by a letter signed by the applicant
or agent (PCT Rule 92.1).

The examiner should make sure that amendments filed in
accordance with the PCT, which are necessary to correct any
deficiencies notified to the applicant, do not go beyond the
disclosure of the international application as filed, thus violating
PCT Article 34(2)(b). In other words, no amendment should
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contain matter that cannot be substantiated by the application as
originally filed. In a situation where new matter is introduced by
amendment in response to 2 Writién Opinion, the International
Prehmmary Examination Report ‘will be estabhshed as if the
amendment had not been made, and, the report should so
indicate. It shall also indicate the reasons why the amendment
goes beyond the disclosure (PCT Rule 70.2(c)).

INTERVIEWS

The examiner or applicant may, during the time limit for
response to the Wriiten Opinion, request a telephone or personal
interview. Only one interview is a matter of right, whether by
telephone or in person. Additional interviews may be authorized
by the examiner in a particular international application where
such additional interview may be helpful to advancing the
international preliminary examination procedure.

All interviews of substance must be made of record by
using USPTO Form PTOL-413.

If the applicant desires to respond to the Written Opinion,
such response must be filed within the time limit set for
response. No extensions to the time limit will be considered or
granted. If no timely response isreceived from the applicant, the
international preliminary examinationreport will be established
by the examiner, treating €ach claim substantial'y as it was
treated in the Written Opinion.

The applicant may respond (o the invitation referred to in
Rule 66.2(c) by making amendments or, if the applicant dis-
agrees with the opinion of the authority, by submitting argu-
ments, as the case may be, 0i both (PCT Rule 66.3).

The United States rules pertaining to international prelimi-
nary examination of international applications provide for a
second Written Opinion if time permits,

If applicant does not respond to the Written Opinion, the
International Preliminary Examination Report will be prepared
in time for forwarding to PCT Central in finished form by 27
months from the priority date.

Any response to a Written Opinion that is received aftes the
expiration of the set time period is not timely and will not be con-
sidered in preparing the Intemnational Preliminary Examination

Report (IPER).

1298.04(a) Preparation of the International
Preliminary Examination Report [R-5]

PCT Article 35
The International Preliminary Examination Report

(1) The intemational preliminary examination report shall be established
within the prescribed time limit and in the prescribed form.

(2) The intemational preliminary examination repost skl not coniain any
statement on the question whether the claimed invention is or seems to be
petentable or unpatentable according to any national law. It shall state, subject
1c the provisions of paragraph (3), in relation to each claim, whether the claim
appears to satisfy the criteria of novelty, inventive step (non-obviousness), and
industrial applicability, as defined for the purposes of the intemnational prelimi-
nary examination in Article 33(1) to (4). The statement shall be sccompanied by
the citation of the documents believed to suppor the siated conclugion with such
explanations as the circumstances of the case may require. The statement shall
also be accompanied by such other observation as the Regulations provide for.

(3Xa) If, at the time of establishing the internaticnal preliminary exami-
nation report, the International Preliminary Examining Authority considers that
any of the situations referred to in Article 34(4)(a) exists, that report shall state
this opinion and the reasons therefor. It shall not contain any #stement as
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pmvided in paragraph (2).

(b) If a sitsation under Anticle 34(4)(b) is found o exist, the intema-
uonal prehmmary examination report shall, in relation to the claims in question,
contain the statement as provided in subpuragraph (), whereas, in relation tothe
other clalms it shall contain the statement as ptovnded in pmgraph @)

PCT Rule 70
The Internationai Preliminary Examination Report
70.1 Definition

For the purposes of this Rule, “repost* shall mean intemational prelimi-
nary examination report.
70.2 Basis of the Repart

(2) If the claims have been emended, the report shall issue on the claims
a3 smended,

(b) If, pursuant 1o Rule 66.7(s) or (b), the report is established as if the
prioiity had not been claimed, the report shall go indicste.

(c) If the Intemational Preliminary Examining Authority considers that
any amendment goes beyond the disclosnre in the international application as
filed, the report shall be established as if such amendment had not been made,
and the repont shall so indicate. It shall also indicate the reasons why it considers
that the amendment goes beyond the said disclosure.

70.3 Identification
The report shall identify the Intemationsl Preliminary Examining Author-

' ity which established it by indicating the name of the Authority, and the

interational application, by indicating the intemational application number,
the name of the applicant, the name of the receiving Office, andthe international
filing date.

70.4 Dates .

The repont shall indicate:

(i) the date on which the demand was submitied, and

(ii) the date of the report; that date shall be the date on which the
report is completed.

70.5 Classification

(a) The report shall repeat the classification given under Rule 43.3 if the
Intemational Preliminary Examining Authority agrees with the classification.

(b) Otherwise, the Intemational Preliminary Examining Authority shall
indicate in the report the classification, at least according to the Intemnational
Pater Classification, which it considers correct.

70.6 Statement under Article 35(2)

(a) The statement referred to in Aricle 35(2) shail consist of the words
“YES” or “NO" or their equivalent in the language of the report, or some
appropriate sign provided for in the Administrative Instructions, and shall be ac-
companied by the citations, explanations and observations, if any, referred to in
the last sentence of Anidle 35(2).

(b) If any of the three criteria referred to in Article 35(2) (that is, novelty,
inventive step (non-obviousness), industrial applicability) is not satisfied, the
siatement shall be negative. If, in such a case, any of the criteria, taken
separately, is satisfied, the report shall specify the criterion or criteria so
satisfied.

70.7 Citations under Article 35(2)

(2) The report shall cite the documents considered to be relevant for
supporting the statements made under Article 35(2).

{b) The provisions of Rule 43.5(b) and (c) shall apply also to the report.
70.8 Explanations under Article 35(2)

The Administrative Instractions shall contain guidelines for cases in
which the explanations referved 1o in Anticle 35(2) should or sheuld notbe given
and the form of such explanations. Such guidelines shall be based on the follow-
ing principles:

(i) explanations shall be given whenever the statement in relation to
any claim is negative;

(ii) explanation shal! be given whenever the stalement is positive
unless the reason for citing any document is casy to imagine on the basis of
consultation of the cited document;

(iii) generally, explanations shall be given if the case provided for
in the last sentence of Rule 70.6(b) cbtains.

70.9 Non-Writter Disclosures

Any non-written disclosure referred to in the report by virue of Rule 64.2
shall be mentioned by indicating its kind, the date on which the written
disclosure referring to the non-written disclosure was made available to the
public, and the date on which the non-written disclosure occurred in public.
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70.10 Certain Published Documents

Any published application or patent referred to in the report by virtue of
Rule 64.3 shall be mentioned as such and shall be accompanied by an indication
of the date of publication, of its filing date, and its claimed priority date (if any).
Inmpeet of the priority date of any such document, the report mey indicate that,
in the opinion of the Internations] Preliminary Examining Authority, such date
has not been validly claimed.
70.11 Mention of Amendments

If, before the International Preliminary Examining Authority, amend-
ments have been made, this fact shall be indicated in the report. Where any
smendment has resulted in the cancellation of an entire sheet, this fact shall also
be specified in the report.
70.12 Mention of Certain Defects

Ifthe Internstional Preliminary Examining Authority considers that, at the
time it preperes the repori:

(i) the internaticnal application contains any of the defects referred
to in Rule 66.2(a)iii}, it ghall include this cpinion and the reasons therefor in
the report;

(ii) the international application calls for eny of the observations
referred to in Rule 66.2(2){v), it may include this opinion in the report and, if it
does, it shall slso indicate in the report the reasens for each opinion.

70.13 Remarks Concerning Unity of Invention

If the applicant paid additional fees for the intemational preliminary
enamination, or if the intenational application or the international preliminary
examination was restricted under Anicle 34(3), the report shall g0 indicate.
Furthermore, where the internationsl preliminary examination was carried out
om restricted claims (Anicle 34(3)(a), or the main invention only (Aricle
34(3)(c)), the report shall indicate what parts of the intemational application
were and what pasts were not the subject of international preliminary examina-
tion.
70.14 Signatwre

The report shall be signed by an authorized officer of the Intemational
Preliminary Examining Authority.
70.15 Form

The physical requirements as to form of the report shall be prescribed by
the Administrative Instructions.
70.16 Annexes of the Report

If the claims, the description, or the drawings, were amended before the
International Preliminary Examining Authority, each replacement sheet under
Rule 66.8(e) shall be annexed to the report. Replacement sheets superseded by
later replacement sheets and letters under Rule 66.8(a) shall not be annexed.
70.17 Languages of the Report and the Annexes )

(&) The report and any annex shall be in the language in which the
international application to which they relate is published.

(b) [Deleted]

Administrative Instructions Section 604
Guidelines for Explanations Contained in the International
Preliminary Examination Report

Explanations under Rule 70.8 shall clearly point out to which of the three
criteris referred to in Article 35(2), taken separately, any cited document is
applicable and shall clearly describe, with reference 1o the cited documents, the
reasons supporting the conclusion thai any of the said criteriz is or is not
satisfied.

After examination of the international application, if
there are no negative statements and/or negative comments for
Form PCT/IPEA/408, then the only statement that will issue
from the International Preliminary Examining Authority will be
the Intemnational Preliminary Examination Report (IPER).

The International Preliminary Examination Report is
established on PCT form PCT/IPEA/409.

ESTABLISHMENT OF THE INTERNATIONAL
PRELIMINARY EXAMINATION REPORT

Forms PTO/IPEA/409

1800-115

-1898.04(a)

The following identifying information will be placed on the
first page of the International Preliminary Examination Report,
Form PCT/IPEA/409 and Transmittal Letter PCT/IPEA/416:

Applicant’s address - usually the attorney's address taken
from the front of the qumahonal application file wrapper.

li - this is the
applicant’s or agent’s application reference (or docket number)
which is coinposed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
eace may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/H’EA/401

apphcauon sena] number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Receiving Office - this is the Office with which the interna-

tional application was filed, identified on the first page of the
Demand as RO/US, RO/BR, RO/BB, etc. This will normally be
the United States Receiving Office, identified as RO/US.

Priority Date Claimed - this is the date of an earlier appli-
cation of which the priority is claimed under PCT Rule 4.10.
This information is typed on the international application file
wrapper and can be found in Box VI of the Request (Form PCT/
RO/101).

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

BASIS OF REPORT

The International Preliminary Examination Report will be
established on the basis of any amendments, rectifications,
priority and/or unity of invention holdings and shail answer the
questions concerning novelty, inventive step and industrial
applicability for each of the claims under examination.

Amendments and/or rectifications

In completing form PCT/IPEA/409, the examiner should
first indicate any amendments and/or rectifications of obvious
errors taken into account in establishing the International Pre-
liminary Examination Report. The amendments and/or rectifi-
cations should be indicated by references to the dates on which
the amendments and/or rectifications were filed. Amendments
and/or rectifications filed but not taken into account in the
establishment of the Report (e.g., an amendment not taken into
account because the amendment went beyond the disclosure of
the international application as filed or a rectification that is not
considered to be merely a correction of an obvious error) are
then indicated separately. The replacement sheets (but not
replacement sheets superseded by later replacement sheets) or
letters cancelling sheets under PCT Rule 66.8(a) are included as
an annex to the Report.

The final Report package when sent to the PCT Branch for
mailing must include copies of all amendments and rectifica-
tions entered and any cover letters to those amendments.
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: UNITED STATES
ITO : ENTERNATIONAL PRELDAINARY EXAMINING AUTHORITY (PEALS)
John Adams
Adams, Baker and Charlie
1200 Marina Drive
. ROTIFICATION OF TRANSMITTAL OF
Baltimore, Maryland 20820 INTERNATIONAL PRELIMINARY EXAMINATION REPCY
issued purensm w PCT Rule 73.1

DATE OF MAILING by the koremmtiona) Preliminary
Inscribe NAME end ADDRESS of the AGENT end if I Exsmining Authority

there is no agerd, of de APPLICANT I"APPLICANTS OR AGENTS FILE REFERENCE
T—— CMC-123
IDENTIFICATION OF THE INTERNATIONAL APPLICATION
Iernstions Agplication No. huemational Filing Date
PCT/US87/88868 06 July 1987 (06.07.87)
Applicant (Name)

Columbia Marine Corporation

NOTIRICATION

The applicant is hereby notifieZ that this International Preliminary
Examining Authority transmitz herewith the international preliminary
examination report and its annexes, if any, established on the above-

identified internaticnal applicatic#.

The attention of the applicant is drawn to the reminder contained in
form PCT/IB/332, which he received from the International Bureau,
concerning the time limits within which he must perform certain acts
before each elected Office.

A copy of the report and its annexes, if any, has this same day als>
been transmitted to the International Bureau.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Address Only: Auwthorized Officer
Commissiones of Pesesus snd Trademarks 1 : m
Wenirg D.C. 2231 ’ ATTN. IPEAUS
Washington, D. . ] i
e Stephen Decatur =Primary Exaghner

FORM PCY/FEM816 (Jenuary 1985)
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PATENT COOPERATION TREATY
INTERNATIONAL PRELIMINARY EXAMINATION REPORT
Agphoarte or Agents File Relerence
HDENTIICATION OF THE BNTERNATIONAL APPLICATION
CMC-123

ematonal 2. piication No. trwmational £ing Daw
PCT/US87/88888 06 July 1987 (06.07.87)
RO/US 15 July 1986 (15.07.86)
Applicara (Narr)
Columbia Marine Corporation

BA%IS OF REPORT

Autorky in reepect of B claims, 9@ deecripion. andsy dremings in e ebove-iiantlied reranone) apphication ere ennexed B this report.

afif Ths reporthes been estblished on fw bes of the olowing epplicetion doasmens:

O ow eppicston douments es fisd

& descipionpages 1-20 “i.  esongiraby fied
Sseipiion, pages 10 with your s of
Geacripion,pages ______ Wed with your laar of
Geecription.pepes Glod with your igtier of

B aains) Aand 5 . ssongralyfled
caimis) 9 and 10 gedwtyoronerof L5 _February 1988
clmirn{s) 1l=13 tedwityorwmrol 14 Rugust 1988
caim{s) Blod with your Vetar of

f cwwngeomony 1-4 & originaly fied
drasings, shoatfig. Sl Wit your leter of

pages 21 and 22

b (8 The emendgments resusiod in the cancatiation of G foliowing sheet:

ey heve been contidersd 1B go beyond ¢ discioase 6o fied.

2. PRIORITY?

a. This repor has been esblished as H no prirtly hes been ciaimed dus 1o e falure 1 furrash witin the prescribed time fimit the requested”
[J copy of the carker sppiicasion whoee pricrity hits boen clgimed.

[J vansiaton of 1 eadier application whoee priority has been daimed.

5. [ This repor nes been estabiished is ¥ o pricrey has boen Claimed dus 1 1he fact at 0w prioriy claim has been found invalid.
Thus, for the purposs of tis repon, the enamasonal Bng dae mdicaied 6bove 18 conadened © ba the relevent daw.

1. ANENDMERTS ANDOR RECTFICATIONS' ° - The ermendrmants and/er recicaions mads before this Inemationsl Prafiminary Examining

cdJ Thin report has been establishad aa if e emendrments indicaiud on the 6xte ehoet heve not been mads, sints, for the reasons indicated,

'Mlmmlmmmmnmmnvnmdmmmmuwmmmmwmswimm
the $me kma epphcabie under PCT Artidde 39(1).

Form PCTIPEASOR (Bro! sheed (Jarwasy 1945) So6 Noles on LLSOTRENYNG Sheet
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2
P — PCT/US87/88888

BASE OF REPORT Lordrued)
3. UNITY OF BVENTION ° -Ths irsamaional applicstion €oe6 not comrysly with $ha requiremnent of unly of iwenton,

a Inresponse 1o an Evditmion & reglrict o7 pay addidonal feas ¥ applicars s:
[ resticeed bw ceire.
[ paid sdditiona loes.

[0 peid additions) faas under protest. Where requestad by the epplicars, the 1o of e protaet Bxpether with e decision tahen Bareon
e arnered 1B £g reRoTL

B raither resticied ror peid eddivonsl levs.

v ] No invitation has bwen issusd. The apinion of s Ingrmational Preleningry Exarnining Authanity i hat hs intemations epglicalion
dout nol Comply with B reguiremnant of unity of vention by 0w faliowing reasone. (epacily)

e  Consequanty, the faiowing perts of the inlernational application wwre the tubject of inematishal preliminary examination
in es\sblighing ©g report

O aipers.
[ e pers relating 1 0w reswictsd claims, that is claims Kes
CX e paris retating © the main inventon, thatis cismshies,_4 ¢ 5. @nd 9 to 13.

4. HON-ESTABLISHMENT OF REPOAT ON QUESTUONS OF NOVELTY B4VENTIVE STEP OR INDUSTRIAL APPLICABILITY?

The questions of whether 6w caimed inventon &ppeers © be novel, 1B Iveaive 6n inventive 6lep or 1© be Industrially epplicable have nat for
19 reasens indicated boan gone e i respeci of.

e[ teeveimsraions epplication
b.[7] claims Noe.
for the foliowing regeone:

[ Said intemations epphcason, or emd cleimaMos._______ reiess © B fellowing subject masier which docs Rol requing gn
emationsl prefevinary exarminaton. (specity)

opngn
[ The disime, er esid elsims Nos,
be formed.

O vhe description, claims, or drawings (indicat pericuie elemen) & ssid daima Nos._____ 76 &0 undiow tha! no meaningiul
couid be formad. )

. @6 e kudequizly supponad by e descsiption that no meeninghd oplnion tauld

smmua._____mwxmmnmamehmmwmnmwmmdm
Rule 6.4(s).

F:mPcTnPEAuQ(-wM(uuyinﬂ S0 Aoien vn BECBARAYNG Bheet
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P 3 PCT/US87/88888

CLASBIRCATION OF SUBJECT MATTER [ coversl elesalfication oymbels spply, Indicate ell)”
anmwm)unmwmum
IPC® B 63 H 25/02 // B 63 H 25/04
U.S. Cl. 114/144C
REABONED STATEMENT AS TO BIVENTIVE
S B L A SR
GPBORTRIG CUCH STATEMENT
e fggg:ﬁr CITATIONS AND EXPLANATIONS
4,5, | Yes(N)[ Claims 4, 5, 9 and 10 meet the eriteria of PCT
9,10 ] Yes(IS] Article 33(1l) because the combination claimed
ves (IA} consisting of a sailboat with a rudder position=
ed forward of the keel and a wind controlled
vane electronically connecting the forward
rudder and the wind vane to maintain course
direction within 2 degrees of the desired
course is not shown in the prior art.
New citation
UsS, A, 1,846,458 ROBINSON, 23 February 1932,
(23.02.32) (See figures 2 and 4)
11~ [Yes(N) Claims 11-13 lack an inventive step under PCT
13 ves(ia)| Article 33(3) as being obvious over DAW in view
No(IS) of ROBINSON. To control the forward rudder of
Paw with a wind vane located at the opposite
end of the sailboat as in ROBINSON would not
involve an inventive step.
o PCTPEASGD (ooinustion vhead) (Jeruaty 1085) Gao RoEB 0N EOSOFRENYNG shewt

1800-119

1898.04(a)

Rev. 5, July 1987



1898.04(a)

Rev. 5, July 1987

MANUAL OF PATENT EXAMINING PROCEDURE

™4 per/use7/ssess
HON-WRITTEN DISCLOSURES © f
Kind of Non- Wrigsn Discloeur Dot of Wiltun Discoreirs eforring © o Daso of Non Whiten Disclosure

CENTAM PUBLISHED DOCIRIENTS

Application/Peignt D of Publication Fiting Date Priosity Date (Vadid Claim)

CEBTAR DEFECTD B THE BITERNATIONAL ABPLICATION

The feliowing defecs in the form er carurin of @ RNBAEELNS eppicuton tuve besn nowd.

Page 5, line 8, ®victor® should be ®“vector®.

In figure 2 of the drawings, the lead line for reference

numeral 6 shouléd be directed to the tiller rather than the
boom.

CERTARS GEBERVATIONS O THE BITERNATIONAL APPUCATION 2

The foliowing cheervations on T carty of he clasme, Geacriplion, 8nd drawngs or on Be question whether the deims sre fully supporied
by the dsucription hava been neise.

CERTIFICATION
Dass of Corristion of the tmemational Preliminary Examingtion Repor
10 February 1988 (10.02.88) 10 October 1988 (10.10.88)

Dats Domand Submitind

Internationsl Pratiminasy Examining fusgvarty Srynamme of Authorized

IPEA/US S ag“’m'"" 4’

StepNen Decatur~Primary Examin

Fam ECTIPEAMGR (lest ehed) (Jeramry 1\ 8B5) Gen illen G QEDDTRRANENG ched
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Priority

If the Report is established as if the priority claim contained
in the Request of the international application had not been
magde, it shall so indicate. This will occur in the event that the
applicant has failed 1o comply with the invitation to furnish
either (1) a copy of the earlier application whose priority has
been claimed, or (2) a translation of the earlier application,
where the priority claim has been found invalid (PCT Rule 17),
or where the priority claim has been withdrawn.

Unity of Invention

If the applicant has paid additional fees or has restricted the
claims in response to an invitation to do so or if the applicant has
failed to respond to the invitaticn to pay additional fees or
restrict the claims, the Intemational Preliminary Examination
Report shall so indicate. The examiner should place the indica-
tions on Boxes 3(a) and (b) of the supplemental sheet, indicating
whether:
" (a) the claims have been restricted,

(b) additional fees have been paid without protest

(c) additional fees have been paid by the applicant
undes protest

(@) the applicant has neither restricted the claims nor
paid additional fees

(&) the examiner was of the opinion that the interna
tional application did not comply with the requirement
of unity of invention but decided not to issue an invita
tion to restrict the claims or pay additional fees.

In addition, if the examiner is examining less than all the
claims, the examiner must indicate on Box 3(c) which parts of
the international application were, and which parts were not, the
subject of international preliminary examination.

In the case wheze additional fees were paid under protest,
the text of the protest, together with the decision thereon, must
be annexed to the Report if the applicant has so requested.

Where an indication has been given under item (&) above,
the examiner must also specify the reasons for which the
international application was not considered as complying with
the requirement of unity of invention.

NON-ESTABLISHMENT OF REPORT REGARDING ALL
OR PART OF THE APPLICATION ON QUESTIONS OF
NOVELTY, INVENTIVE STEP OR INDUSTRIAL
APPLICABILITY

Indications that a Repost has not been established on the
questions of novelty, inventive step or industrial applicability,
either as to some claims or as to all claims, are given in item 4
on the supplemental sheet of the Report. The examiner must
specify that the Report has not been established because:

(a) the application relates to subject matier which does not
require international preliminary examination;

(b) the description, ciaims or drawings are so unclear that
no meaningful opinion could be formed;

(c) theclaims are so inadequately supported by the descrip-
tion that no meaningful opinion could be formed.

Where the Report has not been established in relation to
certain claims only, the claims affected must be specified.

1800-121
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CLASSIFICATION OF SUBJECT MATTER

The classification of the subject matter shall be either (1)
that given by the International Searching Authority under PCT
Rule 43.3, if the examiner agrees with such classification, or (2)
shall be that which the examiner considers to be correct, if the
examiner does not agree with that classification. Both the
International Patent Classification (IPC) and the U.S. classifica-
tion should be given. This classification is placed on the top of
the Continuation Sheet.

REASONED STATEMENT AS TO CLAIMS MEETING
CRITERIA OF NOVELTY, INVENTIVE STEP, AND IN-
DUSTRIAL APPLICABILITY AND CITATIONS AND
EXPLANATIONS SUPPORTING SUCH STATEMENT

The examiner must indicate on the Continuation Sheet
whether each claim appears to satisfy the criteria of novelty,
inventive step (non-obviousness) and industrial applicability by
placing the words “YES” or “NQ” in the column labeled
“Statement”/(Criteria). The determination or statement should
be made on each of the three criteria taken separately. The
determination as to any criteria should be negative if the criteria
as to the particular claim is not satisfied. The examiner should
always cite documents believed to support any negative deter-
mination as to novelty and inventive step. Any negative holding
astolack of industrial applicability must be fully explained. The
citation of documents should be in accordance with Administra-
tive Instructions Section 503.

Explanztions should clearly indicate, with reference to the
cited documents, the reasons supporting the conclusions that
any of the said criteria is or is not satisfied, unless the statement
is positive and the reason for citing any document is easy to
understand when consulting the document. If only certain
passages of the cited documents are relevant, the examiner
should ideniify them, for example, by indicating the page, col-
umn or the lines where such passages appear.

NON-WRITTEN DISCLOSURES AND/OR
CERTAIN PUBLISHED DOCUMENTS

If the examiner has discovered or the International Search
Report has cited, a relevant document which refers to a non-
written disclosure, and the document was only published on or
after the relevant date of the international application, the
examiner must indicate at the top of the last sheet of the
International Preliminary Examination Report:

(i) the date on which the document was made available
to the public;

(ii) the date on which the non-written public disclosure
occurred.

The examiner should also identify any published applica-
tion or patent and should provide for each such published
application or patent the following indications:

(i) its date of publication;
(ii) its filing date, and its claimed priority date (if any);

The Report may also indicate that, in the opinion of the
International Preliminary Examining Authority, the priority
date of the document cited has not been validly claimed (PCT
Rule 64.3).

Guidelines explaining to the examiner the manner of indi-

Rev. 5, July 1987



1898.04(¢)

becitedin the Intemauonal ?rehrmnary Exammauon Report as
well as the manner of indicating the claims to ‘which the
documents cited in such Report are relevant are set forth in Ad-
ministrative Instruction Section 507(c), (d), and (¢).

CERTAIN DEFECTS IN THE INTERNATIONAL
APPLICATION AND OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

If, in the opinion of the examiner, defects exist in the form
or contents of the international application, the clarity of the
claims, the description. and the drawings, or the question
whether the claims are fully supported by the description hasnot
bees suitably solved at the prescribed time limit for establishing
the International Preliminary Examination Report, the ezam-
iner may include this opinionin the Report and if included, must
also indicate the reasons therefor.

CERTIFICATION

When completing the certification of the Report, the exam-
iner must indicate the daie on which the Demand for Interna-
tional Preliminary Examination was submitted and the date on
which the examiner completed the Report and the name of ihe
Intermational Preliminary Examining Authority.

These last mentioned items may either be completed whean
including the other data or when completing the certification.
Every International Preliminary Examination Report must be
signed by a Primary Examiner.

1898.04(c) Time Limit for Preparing Report
[R-§]

PCT Rule 69
Time Limit for International Prellirinary Examination

65.1 Time Lirmit for International Preliminary Examination

(2) The time limit for establishing the intemational preliminary examina-
tion report shall be:

(i) 28 months from the priority date if the demand was filed prior to
the expirstion of 19 months from the priogity date;

(ii) nine months from the start of the international preliminary
examination if the demand was filed after the expiration of 19 months from the
priority date.

(b} International preliminary examination shall start upon receipt, by the
International Preliminary Examining Authority:

(i) under Rule 62.2(2), of the claims as amended under Arnticle 19, or

(ii) under Rule 62.2(b), of a notice from the Intesnational Buresu that
no amendments under Article 19 have been filed within the prescribed time
lirnit or that the applicant has declared that he does not wish 10 make such
amendments, or

(iii) of e notice, ofrer the intemnstional search report is in the
possession of the International Preliminary Examining Authority, from the
epplicant expressing the wish that the internatione) preliminary examingtion
should stast and be directed to the clsims as specified in such notice, or

(iv) of a notice of the declaration by the Intemational Searching
Authority that no intemational search report will be established (Anicle
17(2)a)}.

(c) If the competent Intemnational Preliminary Examining Authority is pant
of the same national Office or intergovemmental organization as the competent
Intemationsl Searching Authority, the intemational preliminary examination
may, if the International Preliminary Examining Authority so wishes, start at the
same time as the intemational search. In such a case, the intemational prelimi-
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nary examination report shall be established, notwithstanding the provisions of
paragraph (a), no later than six months after the expiration of the time limit
allowed under Article 19 for emending the claims,

1898.04(d) Transmittal of the International
Preliminary Examining Report [R-5]

PCT Articls 36
Transmittal, Translation, and Communication, of the
International Preliminary Examination Report

(1) The international preliminary examination report, together with the
prescribed annexes, shall be ransmitted to the applicant and to the Intemational

Bureau.
L3 1474

PCT Ruie 71
Transmittal of the Internationai Preliminery Examiration
Repert

71.1 Recipients

The Intemational Preliminery Exemining Authority shall, on the same
day, transmit one copy of the internationa! preliminary examination report and
its annexes, if any. to the Intemational Bureau, and one copy to the applicant.
71.2 Copies of Cited Pocuments

(a) The request arder Anicle 36(4) may be presenied any time during
seven years from the interational filing date of the intemational application 10
which the report relates.

(b) The Intemnatonal Preliminary Examining Aulhonly may require that
the party (applicant or elected Office) presenting the request pay to it the cost
of preparing and matiling the copies. The level of the cost of preparing copies
shall be provided for in the agreements referred to in Article 32(2) between the
International Preliminary Examining Authorities and the Intemational Bureau.

(c) Any Intemational Preliminary Examining Authority not wishing 1o
send copies direct to any elected Office shall send & copy to the International
Burean and the Internstional Bureau shall then proceed as provided in pars-
graphs (s) and (b).

(d) Any Interastional Preliminary Examining Authority may perform the
abligations referred to in (8) to (¢) through another agency responsible to it.

The following identifying information will be placed on the
top of the first page of Form PCT/IPEA/416:
Applicant’s or Agent's File Reference - this is the

applicant’s or agent’s application reference {or docket numnber)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

ional icati f - this is the 14 digit PCT
application serial number as stamped and typed on the applica-
tion file wrapper and may also be found on the first page of the
Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on

the application file wrapper and may also be found on the first

page of the Demand, Form PCT/IPEA/401.
- this is the first named applicant as set

forth on the application file wrapper and may also be found in
box II of the Demand, Form PCT/IPEA/401.

AUTHORIZED OFFICER

. Form PCT/IPEA/416 must be signed by a primary exam-
iner.
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1898.04(e) Translations [R-5]

PCT Article 36
Traunsmittal, Translatlon, and Communication, of the
Internationat Preliminsry Examination Report
ekt

{2Xe) The internationsl preliminary exssnination report and its annexes
ghall be tz.nslated into the prescribed languages.

(b) As.» translation of the said report shall be prepared by or under the
responsibiiity of the Intemastionel Bureau, whereas any translation of the said
ennexes shell be prepared by the applicent.

* %k %k %k k

PCT Rule 72
Transietion of the International Preliminary Examination
Report

T2.1 Languages

() Any elected State may require that the intemations! preliminary
exsminstion report, established in eny lengusge other than the officisl lenguage,
orone of the official langusges, of its nationel Office, be translated into English,
Freach, German, Jepanese, Russian, or Spanish.

() Any such requirement chall be notified to the Internsticnsl Bureau,
which thall prompily publish it in the Gazette.
72.2 Copies of Translations for the Applicant

The Internationsl Bureau shall transmit 2 copy of each transiation of the
imternationsl preliminery examingtion report to the applicant a2 the same time
@ it communicates such transistion to the interested elected Office or Offices.
72.3 Observations on the Translation

The applicant may make wrilten observations on what, in his opinion, are
errors of trenslation of the intemstional preliminary examination report and
thell send & copy of eny such observation to each of the interested elected Of-
fices and 2 copy to the International Bureau.

1898.04(f) Confidential Nature of the Report
[R-5]

PCT Article 38
Conﬂdenthl Nature of the Internationatl Preliminary
Exemination

(1) Neither the Intemastional Buresu nor the Intematicnal Preliminary
Examining Authority shall, unless requested or euthorized by the applicant,
ellow access within the meaning, and with the proviso, of Aniicle 30(4) to the
file of the internationsl preliminary examination by any person or authority &t
&ny time, except by the elected Offices once the intemational preliminary
exsminstion report hes been established.

(2) Subject 1o the provisions of paragreph (1) and Anticles 36(1) and (3)
ad 37(3)(b), neither the Intemational Buresu northe Intemational Preliminary
ExzminingAm.horiny shell, unless requested or authorized by the spplicant, give
information oo the issuance or non-issuance of an intemational preliminary
exsminstion repost and on the withdrawal or nonwithdrawal of the demand or
of eny election.

1898.05(a) Withdrawal of Demand or Election
[(R-5]

PCT Artlcie 37
Withdrawzl of Demand or Election

(1) The applicent may withdraw any or all elections.

(2) If the election of all elected States ig withdrawn, the demand shall be
considered withdrawn.

(3){(e} Any withdrawal shall be notified to the International Bureau.

(b) The elected Office concemed and the Intemnational Preliminary
Enamining Authority concemed shall be notified accordingly by the Intema-
tional Buresu.

(4)(e) Subject 1o the provisions of subparagreph (b), withdrawal of the

1800-123
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demand or of the elaction of 8 Contracting State shall, unless the nationsl law
ofthuSmep:wndeaotherwue,becmndemdwbewnhdnwdofmeuum
tionsl application as far as that State is concemed.

(b) Withdrawal of the dv-»: nd orof the election shall not be congidered
to be withdrawal of the intemation:d epplication if such withdrawal is effected
priortothe expiration of the appliceble time limit under Anticle 22; however, any
Contracting State may provide in its national law that the sforessid shall apply
only if its national Office has received, within the said time limit, & copy of the
intemasional application, together with a wanslation (es prescribed;, and the
national foz.

PCT Rule 75
Withdrawal of the Demand, or of Elections

5.1 Withdrawals

(a) Withdrawal of the Demand or all the clections may be effected
prior %0 the expiration of 30 months from the priority date except as to sny
elected State in which national processing or examination has already siarted.
Withdrawal of the election of any elected State may be effected priorto the date
on which examination and processing may stert in that State,

(b) Withdrawasl shall be effected by @ signed notice from the applicant to
the Intemational Bureau. In the case of Rule 4.8(b), the notice ghall require the
signature of all the applicants.

75.2 and 75.2 [Deleted]
75.4 Faculty under Article 37(4)(b)

(a) Any Contracting State wishing to take advantsge of the faculty
provided for in Article 37(4)(b) shell notify the Intemations]l Buresu in writing

(b) The notification under paragraph (a) shall be promptly published by
the Intemational Bureau in the Gazette, and shall have effect in respect of
international applications filed more than one month after the publication date
of the relevant issue of the Gazette.

Adminlstrative Instructions Sectlon 606
Cancellatlon of Electlons

The Intemnational Preliminary Examining Awthority shall, if the election
is in the demand, cancel ex officio the election of any State which is not a
designated State or which is not bound by Chagrter I of the Treaty, shall enclose
that election within square brackets, shall enter, in the margin, the words
“CANCELLED EX OFFICIO BY IPEA” or their equivalent in the language of
publication of the international application, and shall notify the applicent ac-
cordingly.

Any withdrawal of the dermand or any election must be
sent to the International Bureau.

1898.06(a) Receipt of Notice of Election by the
Patent and Trademark Cffice [R-5]

PCT Rule 61
Notification of the Demand and Election
LREEe
61.2 Notification to the Elected Offices

(=) The notification provided for in Article 31(7) shall be effected by the
International Buresu.

(b) The notification shall indicate the number and filing date of the
interational spplication, the name of the spplicent, the name of the receiving
Office, the filing dste of the application whose priogity is cleimed (where
priority is claimed), the date of receipt by the Intemationsl Preliminary Exem-
ining Authority of the demand, and - in the case of later elections - the date of
receipt by the International Bureau of the later election.

(c) The notification shall be gent to the elected Office prompily afier the
expiration of the 18th month from the priority date, or, if the international
preliminary examination report is commaunicated earlier, then, st the same time
as the communication of that report. Elections effected afier such niotification
shall be notified prompily afier they have been effected.

61.3 Information for the Applicant

The Intemational Bureau shall inform the spplicant in writing that it has
<~ 2cted the aotification referred to in Rule 61.2. At the same time, it shall
indicate to him, in respect of each elected Stste, any spplicable time limit under
Anicle 39(1 }b).
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— All notices of election are received by the PCT Division
from the International Bureau. The PCT Division prepares the
appropriate records of the election and places the paper in
storage with the communicated copy of the mtemauona] appli-
cauon until the nanonal stage is enlered R

1898 06(b) Recenpt of the Internatnonal
Preliminary Examination Report from
the International Bureau [R-§)

PCT Article 36
Transmlittal, Translation, and Communication, of the
Iaternstional Prefiminary Examination Report

L2434

(3)(a) The international preliminary examination report, together with its
ranslation (as prescribed) and its annexes (in the original lIanguage), shall be
comemunicated by the International Bureau to each elected Office.

242

PCT Rule 73
Communication of the International Preliminary Examination
Report

73.1 Preparation of Copies

The Internstional Buresu shall prepare the copies of the documents to be
communicated under Article 36(3)(a).
73.2 Time Lirmis for Conununication

The communication provided for in Article 36(3)(e) shall be effected as
promptly as possible.

The International Bureau will forward fo the Patent and
Trademark Office copies of all International Preliminary Ex-
amination Reports in intemational applications in which the
United States of America has been elected. The Reports are
processed by the PCT Division and are forwarded for national
processing when the requirements for entering the national
stage have been fulfilled.

1898.07(a) Entering the National Stage under
Chapter II [R-5]

PCT Articie 36
Transmitial, Translation, and Communication, of the
International Preliminary Examination Report
REEEE
(3)(B) The prescribed translation of the annexes shall be transmined
within the prescribed time limit by the applicant to the elected Office.

SHEEE

PCT Article 39
Copy, Transiation, aad Fee, to Elected Offices

(1 ){(a) If the election of any Contracting State has been effected priortothe
expiration of the 19th month from the priority date, the provisions of Article 22
shall not apply to such State and the applicant shall fomish a copy of the
intemational application (unless the communication under Article 20 has
already tsken place) and a translation thereof (a3 prescribed), and pay the
aational fee (if any), to each elecied Office not later than at the expiration of 30
months from the priority date.

(b) Any national law may, for performing the acts referred 1o in subpara-
graph (a), fix time limits which expire later than the time limit provided for in
that subparagraph.

(2) The effect provided for in Article 11(3) shall cease in the elecied State
with the sgame consequences asthe withdrawal of any national application in that
State if the applicant fails to perform the acts referred to in paragraph (1)(a)
within the tme fimit spplicable under paragraph (1){2) or (b)
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(3) Any elected Office may maintain the effect provided forin Aricle
11(3) even where the applicant doesnot compiy with the requirements provided
for in paragraph (1){(2) or (b). _,

, PCT Rule 74 .
Transiation of Annexes of the lnternatloml Prellmlnary
Exzamination Report and Transmittal Thereof

74.1 Contenss of Translation and Time Limit for Transmittal Thereof

Where the fumishing of a translation of the intemational application is
required by the elected Office under Anticle 39(1), the applicant shall, within the
time limit applicable under Anicle 39(1), transmit a transiation of any replace-
ment sheet referred to in Rule 70.16 which is annexed to the intemational
preliminary examination report. The same time limit shall apply where the fur-
nishing of & translation of the international application to the elected Office
must, because of a decleration made under Article 64(2){a){i), be effected within
the time limit applicable under Article 22.

The statutory requirements for entering the national stage
in the United States are set forth in 35 U.S.C. 371.

>37 CFR 1.495 Enterlog the nationel stage in the United States
of America as an Elected Office ,

(a) Where s Demand has been filed with an eppropriate Infernational
Preliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraph (b) and (c) of this
section in ordes 10 prevens the abandonment of the international application as
to the Unites States of America, Intemnational epplications for which those
requirements are timely fulfilled will enter the national sisge and obtain an
examination as to the patentability of the invention in the Unites State of Amer-
ica.

(b) The epplicant shall fumish 1o the United States Patent end Trademerk
Office not later then the expiration of 30 months from the priority date

(1) a copy of the international application, unless it has been previously
communicated by the Intemstional Bureau orunless it was originslly filed in the
United States Patent and Trademerk Office;

(2) atranslation of the intemnational application into the English language,
if it was originally file in another language;

(3) the basic national fee (see §1.492(2)); and

(4) an oath or declaration of the inventor (see §1.497).

(c) The sppiicant may furnish any required English translation of the
intemnational application, the basic national fee and the oath or declaration of the
inventor after 30 months but not later than the expiration of 32 months from the
priority daie. The payment of the processing fee set forth in § 1.492(f) is required
for acceptance of an English translation later than the expiration of 30 months
after the priority date. The pavmnent of the gurcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the osth or declaration of the
inventor later than the expiration of 30 months after the priority date,

(d) A copy of any amendments to the claime made under PCT Article 19,
and a translation of thoge amendments into English, if they were made in anciher
language, must be furnished not later than the expiration of 30 months from the
priority date. Amendments under PCT Article 19 which are not received by the
expiration of 30 months from the priority date will be considered tobe cancelled.

(e) Atranslation into English of any annexes to the international prelimi-
nary examination report, if the annexes were made in another langusge, must be
fumished notlater than the expiration of 30months from the priority date. Trans-
1ations of the annexes which are not received by the expiretion of 30 months
from the priority date may be submitted within 32 months from the priority date
accompanied by the processing fee set forth in §1.492(f). Translations of the
annexes which are not timely received will be considered to be cancelled.

(e) Verification of the translation of the international application or any
other document pertaining to an intemational application may be required
where it is considered necessary, if the intemational application or other docu-
ment was filed in a language other than English.

{f) The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified as a submission to enter the national stage under 35
U.S.C. 371, otherwise the submission will be considered as being made under
35US.CI1L

(g) Thetime limits set out in paragraphs (b), (c), (d) and (e) of this section
may not be extended pursvant te §1.136 or otherwise.
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may not be extended parsusnt w §1.136 or ctherwise. :

-~ {DAnimerstional spplicstion becomes nbmdonedasloﬂwUnnedSmcs
30 months from the priovity date if a copy of the intemational applicstion is not
communicated to the Patent anid Trademark Office priorto 30 months from the
pricrity dete and & Demand for Imernational Preliminary Examination which
elected the United States of America hes been filed prior to the expiration of 19
manths from the priority date. If 2 copy of the intemational application is com-
evmicated within 30 months to the Patent end Trademark Office, an intema-
tional apphcaum will become sbendoned as to the United Stetes 32 months
f:om the priority date if the required English translation(s), fees and osth or
declaration vnder 35 U.S.C. 371(c) are not filed wnhm 32 months from the
priority dste.<

>1.497 Oath or declaration under 35 U.S.C. 371(c){4).

(2) When an applicant of an intemational application, if the inventor,
desires o enter the national stage under 35 U.S.C. 371 pursuant to §1.494 or
§1.495, he or she must file an cath or declaration in 2accordance with §1.63.

(b) If the iniemnations] application was made as provided in §1.422, 1.423
or 1.425, the applicant shall state his or her relationship to the inventor and, upon
information and belief, the facts which the inventor is required by §1.63 10
state.<

See also MPEP § 1890 for fees and explanation of require-
ments.

1898.07(b) National Stage Amendments [R-5]

PCT Article 41
Amendment of the Claims, the Descriptlon, and the Drawlngs,
before Elected Offlces

(1) The applicant shall be given: the opportunity to amend the claims, the
description, and the drawings, before each elected Office within the prescribed
time limit. No elected Office shall grant = patent, or refuse the grant of a patent,
before such time limit has expired, except with the express consent of the
zpplicant.

(2) The amendments shall not go beyond the disclosure in the intemational
application es filed, unless the national law of the elected State pemmits them to
go beyond the said disclosure.

(3) The amendmenis shall be in accordance with the national law of the
elected State in all respects not provided {or in this Trealy and the Regulations.

(4) Where an elecied Office reguires a translation of the intemnational
application, the smendments shall be in the language of the translation.

PCT Article 42
Results of National Examiaation in Elected Offices
No elected Office receiving the intemational preliminary examination
report may require that the applicant furnish copies, or information on the
contents, of any papers connected with the examination relating to the same
international application in any other elected Office.

PCT Rule 76
Copy, Translation and Fee under Article 39(1); Translation of
Priority Document

76.1, 76.2 and 76.3 [Deleted]
76.4 Time Limit for Translation of Priority Document

The applicant shall not be required to fumish to any elected Office a
centified translation of the priosity document before the expiration of the
applicable time iimit under Arnicle 39.
76.5 Application of Rules 22.1(g), 49 and 51%*

Rules 22.1(g), 49 and 51bis shali apply, provided that:

(i) any reference in the said Rusles to the designated Office or to the
designated State shall be construed as a reference to the elected Office or to the
elected State, respectively;

(ii) any reference in the said Rules to Anticle 22 shall be construed
as a reference to Article 39(1).

(iii) the words “international applications filed” in Rule 49.1(c) shail
be replaced by the words “a demand submitied.”

PCT Rule 77
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Faculty under Articie 39(1)(b)
T1.1 Exercise of Faculty

(a)AnyComncung State al.lowmg atime limit expiring lnlerllmmhctune
hmnpfwdedform Anticle 39(1)(a) shall noul'y the I:nematwmlBumu of the
time Limit go fixed. :

- (b) Any notification received by the Intemations] Buresu underpnmgnph
(2) shall be promply published by the Internationsl Bureau in the Gazente. -

{c) MNoification concerning the shortening of the previouely fixed time
limit shall be effective in relation to demands submitted afier the expira.ion of
three months computed from the date on which the notification was published
by the International Burean.,

(d) Notification conceming the lengthening of the previously fixed time
limit shall become effective upon publication by the International Buresu in the
Gazette in respect of demands pending st the time or submitted after the date of
such publication, or, if the Contracting State effecting the notification fixes
same later date, as from the latter date,

PCT Rule 78
Amendment of the Ciaims, the Description, and the Drawings,
before Efected Offices
78.1 Time Limit Where Election Is Effected prior to Expiratior of 19 Months
from Priority Data.

(a) Where the election of any Contracting State is effected prior to the
expiration of the 19th month from the priority date, the spplicant shall, if he so
wishes, exercise the right under Article 41 after the transmittal of the interna-
tional preliminary examination report under Arnicle 36(1) has been effected and
before the tire limit epplicable under Article 39 expires, provided that, if the
said transmittal has not tsken place by the expirstion of thelime limit applicable
under Asticle 39, he shall exercise the said right not later than on such expiration
date. In either case, the applicant may exercise the said right at any time if so
permitted by the national law of the said State.

(b) In any elected State in which the national law provides that the
examination starts only on special request, the national law may provide that the
time limit within or the time at which the applicant may exercise the right under
Anticle 41 shall, where the election of any Contracting State is effected prior 1o
the expiration of the 19th month from the priority date, be the same as that
provided by the national law for the fiiing of amendments in the case of the
examination, on special request, of national applications, provided that such
time limit shall not expire prior to, or such time shall not come before, the
expiration of the time limit applicable under Article 39.

78.2 Time Limit Where Election Is Effected afier Expiration of 19 Months from
Priority Date

Where the election of any Contracting State has been effected after the
expiration of the 19th month from the priority date and the applicant wishes 10
meake amendments under Article 41, the time limit for making amendments
under Article 28 shall apply.

78.3 Utility Models

The provisions of Rules 6.5 and 13.5 shall apply, mutaiis mutandis, before
elected Offices. If the election was made before the expiration of the 19th month
from the priority date, the reference to the time limit applicable under Aricle 22
is replaced by a reference to the time limit applicable under Anticle 39.

Under §§ 1.494 and 1.495, applicants must indicate on all
application papers filed for entry into the national stage in the
United States under 35 U.S.C. 371 that the filing is being made
under 35 U.S.C. 371. Otherwise the application papers will be
treated under 35 U.S.C, 111,

37 CFR 1.492(a)(4) and 1.496(b) provide for a substan-
tially reduced national fee and special procedure, respectively,
where the application has satisfied the requirements of novelty,
inventive step (non-obviousness) and industrial applicability
before the United States International Preliminary Examining
Authority as to the identical claims which are in the application
at the national stage in the Patent and Trademark Office.
Amendments during subsequent prosecution will only be per-
mitted in response to an examiner's rejections or objections.
Thus, no new claims are permitted. Therefore, most of such
cases will require listle or no prosecution to satisfy the require-
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ments for patentability. -

The Patent and Trademark Office consxders the interna-
tional application pending as to the United States where it has
been designated until the 22nd month from the priority date and

-no Demand for International Preliminary Examination has been
filed prior to the expiration of the 19th month from the priority
date and pending until the 32nd month from the priority date if
a Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the
expiration of the 19th month from the priority date, provided
that a copy of th: international application has been communi-
cated to the Patent and Trademark Office within 20 or 30 months
of the priority date respectively. If a copy of the international
application has not been communicated to the Patent and
Trademark Office within the 20 or 30 month period, respec-
tiveiy, the international application becomes abandoned as to
the United States 20 or 30 months from the priority date
respectively. These periods have been placed in the rules as
paragraph (h) of §1.494 and as paragraph (i) of § 1.495. A
continuing application under 35 U.S.C. 365(c) and 120 may be
filed anytime during the pendency of the international applica-
tion,

1898.07(c) Unity of Invention during the
{ational Stage [R-§]
37 CFR 1.499 Unity of inventior during the natlonal stage.

(=) An intemational application which has entered the national stage by
meeting the requirements of 35 U.S.C. 371 will be considered to have unity of
invention if the claims are in sccordance with PCT Rule 13 (see §1.475(f)).

(b) An spplication in the nationsl stage containing claims to differemt
categories of invention will be considered to have unity of invention if the claims
are drawn onily 10 one of the combinations as sez forth in PCT Rule 13.2 (see
§1.475(f)) or 1o the combination of

(1) 2 product and & process for the manufacture of said product or

(2) & product and 2 procees of use of said product.
If an application containg claims to more or less than one of the combinations
of categories of invention set forth in PCT Rule 13.2 (see §1.475(f)) or
combination set forth in paragraphs (b)(1) and (2) of this section, unity of
invention may not be present.

(c) If an spplication in the national stage contains claims to a category of
invention in sddition tothose categories included in any one of the combinations
specified in paragraph (o) of this section, lack of unity of invention may be held
beiween the categories inciuded in the combination and the claims to the addi-
tional category of invention.

(d) Uity of invention will exist in en application in the national stage
where the claims are limited to one of the combinations of categories set forth
in PCT Rule 13.2 (see § 1.475(f)) or a combinatior: set forth in paragraphs (b)(1)
or (2) of thig section. If multiple products, processes of manufacture oruses are
chaimed, the first invemion of the category first mentioned in the clsims of the
spplication and the first recited invention of each of the other categories related
thereto will be congidered as the elected invention to be examined. Any such
holding of an election by the examiner will be made in the form of & restriction
reguirement which confisms the election made by the presentation of claims.
Such a restriction requirement would be made on the bssis of whether the
inventions are independent and distinct. Applicant has the right to traverse such
8 sestriction requirement in the response to the Office action in which the
election is indiceted.

{e) The inventions recited by the claims of different categories must be
related ragher than independent inventions.

(f) If the examiner finds that a national stage spplication lacks unity of
invention, the examiner may in an Office action require the applicant in the
response i that Office ection to elect the invention to which the claims shall be
restricted, this official action being called a requirement for restriction, Such
requiremnent may be made before any action on the merits but may be made at
any time before the final action at the discretion of the examiner. Review of any
such requirement is provided under §§1.143 and 1.144.
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The unity of invention practice set forth in PCT Rule 13 will
be applied in national stage anplications entered under 35
U.S.C. 371 bacause 35 US.C. 372(b) provides that, “The
Commissioner may cause the question of unity of inveniion to
be reexamined under section 121 of this title, within the scope
of the reguirements of the treaty and the Regulations.” How-
ever, continuing applications filed under 35 U.S.C. 111 of the
international applications under the provisions of 35 U.S.C.
365(c) will be subject to the same restriction practice as other
United States national zpplications filed under 35 U.S.C. 111.
Vhere several inventions have been searched in the parent inter-
national application, the examination of such inventions in a
continuing national application may not be burdensome and the
examiner may consider all the inventions in such an application
-without making a restriction requirement.

See aslo MPEP § 1868 for explanation of Unity of Inven-
tion requirements.

1898.08(a) National Stage Processing [R-§]

PCT Artlcle 33
The International Preliminary Examination
L 222 2]

(5) The criteria described abeve merely serve the purposes of international
preliminery examination. Any Contracting State may spply additionsl or
different criteria for the purpose of deciding whether, in that State, the claimed
invertion is patentable or not.

(6) The international preliminary examination shall tzke into considera-
tion all the documents cited in the international search report. It may teke into
consideration any additional documents considered Lo be relevant in the partica-
Ler case.

PCT Article 40
Delaying of Natlonai Examination and Other processing
(1) 1f the election of eny Contracting State has been effected priorto
the expiration of the 19th month from the priority date, the provisions of Asticle
23 chall not apply to such State and the national Office of or acting for that State
shzTl not proceed, subject 1o the provisions of paragraph (2), to the examination
and other processing of the international application priorto the expiration of the
apphicable time limit under Article 39.
(2) Notwithstanding the provisions of paragrapn (1), any elected Office
may, on the express request of the applicant, proceed to the examination and
other processing of the intemationa! application at any time.

>37 CFR 1.496 Examination of internztional applications in the
national stage

(a) International applications which have complied with the requirements
of 35 US.C. 371(c) will be taken up for action based on the date on which such
requirements were met. However, unless an express request for early processing
has been filed under 35 U.S.C. 371 (f), no action may be taken prior 10 one month
after entry intlo the national stage.

(b) A national stage application filed under 35 U.S.C. 371 may have paid
therein the basic national fee as set forth in §1.492(a)}(4) if it contains, or is
amended 10 contain, at the time of entsy into the nationa) stage, only claims
which have been indicated in en intemnations] preliminary exemination repovi
prepared by the United States Patent and Trademark Office as satisfying the
criteria of PCT Article 33(1)-(4) as to novelty, inventive step and industrial
applicability. Such national stage applications in which the basic national fee ag
set forth in §1.492(a)(4) has been peaid may be amended subseguent to the date
of enuy into the national stage only wo the extent necessary to eliminate
objections & to form or to cancel rejected claims. Such national siage epplica-
tions in which the basic national fee as set forth in §1.492(a)}(4) has been paid
will be wtaken up out of order.<

The unity of invention practice setforth in PCT Rule 13 will
be applied in national stage applications under 35 U.S.C. 371
because 35 U.S.C. 372(b)(2) provides that, "The Commissioner

1800-126




PATENT COOPERATION TREATY

may cause the question of unity of invention o be reexamined
under section 121 of this title, within the scope of the require-
ments of the treaty and the Regulations.” However, continuing
applications filed under 35 U.S.C. 111 of international applica-
tions under the provisions of 35 U.S.C. 365(c) will be subject to
the same restriction as other national applications filed under 35
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U.S.C. 111. However, it is noted that where several inventions
have been searched in the parent international application, the
examination of such inventions in a continuing national appli-
cation may not be burdensome and the examiner may consider
all the inventions in such an application without miaking a
restriction requirement.
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