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PATENT RULES

PATENTS

PART 1—RULES OF PRACTICE IN PATENT

——
Noanaiv

1.8
1.9
1.10

CASES
Subpart A—General Provisions
GENERAL INFORMATION AND CORRESPONDENCE

All communications to be addressed to Commissioner of Pas-
ents and Trademarks.

Business to be transacted in writing.

Business to be conducted with decorum and courtesy.

Nature of correspondence.

Identification of application, patent or registration.

Receipt of letters and papers.

Times for taking action: Expiration on Saturday, Sunday or
Federal holiday.

Certificate of mailing.

Pefinitions.

Filing of papers and fees by “Express Mail” with certificate.

RECORDS AND FILES OF THE PATENT AND TRADEMARK OFFICE

1.1l
1.12
1.13
1.14
1.15

1.16
1.17
1.18
1.19
1.20
1.21
1.22
1.23
1.24
1.2§
1.26
1.27
1.28

Files open to the public.

Assignment records open to public inspection.
Copies and certified copies.

Patent applications preserved in secrecy.
Requests for identifiable records.

FEES AND PAYMENT OF MONEY

National application filing fees.

Patent application processing fees.

Patent issue fees.

Document supply fees.

Post-issuance fees.

Miscellaneous fees and charges.

Fees payable in advance.

Method of payment.

Coupons.

Deposit accounts.

Refunds.

Statement of status as small entity.

Effect on fees of failure to establish status, or change status,
as a small entity.

Subpart B—National Processing Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF ATTORNEY

1.41
1.42
1.43
1.44
1.45
1.46
147
1.48

1.51
1.52
1.53

OR AGENT

Applicants may be represented by an attorney or agent.

Prosecution by assignee.

Correspondence respecting patent applications, reexamination
proceedings, and other proceedings.

Recognition for representation.

Revacation of power of attorney or authorization; withdraw-
al of attorney or agent.

Wio MAY APPLY FOR 4 PATENT

Applicant for patent,

When the inventor is dead.

When the inventor is insane or legally incapacitated.

Proof of authority.

Joint inventors.

Assigned inventions and patents.

Filing when an inventor refuses to sign or cannot be reached.
Correction of inventorship.

THE APPLICATION

General requisites of an application.
Language, paper, writing, margins.
Serial number, filing date, and completion of application.

1.54
1.55
1.56

1.57

e
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1.79

1.91

1.92
1.93
1.94
1.95
1.96

1.97
1.98
1.99

1.101
1.102
1.103
1.104
1.108
1.106
1.107
1.108
1.109
1.110

1.111
1.112
1.113

Parts of application to be filed together; filing receipt.

Claim for foreign priority.

Duty of disclosure; fraud; striking or rejection of applica-
tions.

{Reserved]

Chemical and mathematical formulas and tables.

Papers of application with filing date not to be returned.

Continuing or divisional application for invention disclosed in
a prior application.

Filing of applications in the United States of America as a
Designated Office.

File wrapper continuing procedure.

OATH OR DECLARATION

Oath or declaration.

Person making oath or declaration. -
Officers authorized to administer oaths.

Supplemental oath or declaration.

Declaration in lieu of oath.

Foreign language oaths and declarations.

Oasth or declaration under 35 U.S.C. 371(c)(4).

SPECIFICATION

Detailed description and specification of the invention.

Title and abstract.

Summary of the invention.

Reference to drawings.

Claim(s).

Arrangement of application elements.

Claiming benefit of earlier filing date and cross-references to
other applications.

Reservation clauses not permitted.

THE DRAWINGS

Drawings required.
Content of drawing.
Standards for drawings.
Informal drawings.

Use of old drawings.

MODELS, EXHIBITS, SPECIMENS

Models not generally required as part of application or
patent.

Model or exhibit may be required.

Specimens.

Return of models, exhibits or specimens.

Copies of exhibits.

Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT

Filing information disclosure statement.
Content of information disclosure statement.
Updating of information disclosure statement.

EXAMINATION OF APPLICATIONS

Order of examination.

Advancement of examination.

Suspension of action.

Nature of ¢ - \minatios; examiner’s action.

Completeness of examine:’s action.

Rejection of claims.

Citation of references.

Abandoned applications not cited.

Reasons for allowance.

Inventorship and date of invention of the subject matter of
individual claims.

ACTION BY APPLICANT AND FURTHER CONSIDERATION

Reply by applicant or patent owner.
Reronsideration.
Final rejection or action.
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MANUAL OF PATENT EXAMINING PROCEDURE

AMENDMENTS

1.116 Amendments after final action.

1117 Amendment and revision required.

L.118  Amendment of disclosure.

1.119 Amendment of claims,

1.121 Manner of making amendments.

1122 Entry and consideration of amendments.
1.123 Amendments to the drawing.

1.124 Amendment of amendments.

1.125 Substitute specification.

1.126 Numbering of claims.

1.127 Petition from refusal to admit amendment.

AFFIDAVITS OVERCOMING REJECTIONS

1.131 Affidavit or declaration of prior invention to overcome
cited patent or publication.
1.132  Affidavits or declarations traversing grounds of rejection.

INTERVIEWS
1.133 Interviews.

TiME FOR RESPONSE BY APPLICANT; ABANDONMENT OF
APPLICATION

1.134 Time period for response to an Office action.

1.135 Abandonment for failure to respond within time period.
1.136 Filing of timely responses with petition and fee for exten-
sion of time and extensions of time for cause.

1.137 Revival of abandoned application.
1.138 Express abandonment.

JOINDER OF INVENTIONS IN ONE APPLICATION; RESTRICTION

1.141 Diffesent inventions in one application.

1.142 Requirement for restriction.

1.143 Reconsideration of requirement.

1.144 Petition from requirement for restriction.

1.145 Subsequent presentation of claims for different invention.
1.146 Election of species.

DESIGN PATENTS

1.151 Rules applicable.

1.152 Drawing.

1.153 Title, description and claim, oath or declaration.
1.154 Arrangement of specification.

1.155 [lssue and term of design patents,

PLANT PATENTS

1.161 Rules applicable.

1.162 Applicant, oath or declaration.
1.163 Specification.

1.164 Claim.

1.165 Drawings.

1.166 Specimens.

1.167 Examination.

REISSUES

1.171  Application for reissue.
1.172 Applicants, assignees.

1.173 Specification.

1.174 Drawings.

1.175 Reissue oath or declaration,
1.176 Examination of reissue,

1.177 Reissue in divisions

1.178 Original patent.

1.179 Notice of reissue application.

PETITIONS AND ACTION BY THE COMMISSIONER

1.181 Petition to the Commissioner.
1.182 Questions not specifically provided for.

1.183 Suspension of rules.
1.184 Reconsideration of cases decided by former Commissioners,

APPEAL TO THE BOARD OF PATENT APPEALS AND INTERFERENCES

1.191 Appeal to Board of Patent Appeals and Interferences.

1.192  Appellant’s brief.
1.193 Esxasminer’s answer.
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1,195 - Affidavits or.declarations after appeal.. .
1.196 Decision by the Board of Patent Appeals and Interferenccs.

1.197 Action following decision.
1.198 Reopening after decision.

MISCELLANEOUS Pkowszs

1.248 Servnce of Papers manner. of service; proof of service in
cases other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending applications.
1.292 Public use proceedings.

STATUTORY INVENTION REGISTRATION

1.293 Statutory invention registration.

1.294 Examination of request for publication of a statutory inven-
tion registration and patent application to which the re-
quest is directed.

1.295 Review gf decision finally refusing to publish a statutory in-
vention registration.

1.296 Withdrawal of request for publication of statutory invention
registration.

1.297 Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARK OFFICE DECISIONS BY
COURT
1.301 Appeal to U.S. Court of Appeals for the Federal Circuit.
1.302 Notice and reasons of appeal.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appeal or civil action.

ALLOWANCE AND ISS5UE OF PATENT

1.311 Notice of allowance.

1.312 Amendments after allowance.

1.313 Withdrawal from issue.

1.314 Issuance of patent.

1.315 Delivery of patent.

1.316 Application abandoned for failure to pay issue fee.

1.317 Lapsed patents; delayed payment of balance of issue fee.

1.318 Notification of national publication of a patent based on an
international application.

DISCLAIMER
1.321 Statutory disclaimer.

CORRECTION OF ERRORS IN PATENT

1.322 Certificate of correction of Office mistake.
1.323  Certificate of correction of applicant’s mistake.
1.324 Correction of inventorship in patent.

1.325 Other mistakes not corrected.

ASSIGNMENTS AND RECORDING

1.331 Recording of assignments.

1.332 Receipt and recording.

1.333 Conditional assignments.

1.334 Issue of patent to assignee.

1.335 Filing of notice of arbitration awards.

AMENDMENT OF RULES

1.351 Amendments to rules will be published.
1.352 Publication of notice of proposed amendments.

MAINTENANCE FEES

1.362 Time for payment of maintenance fees.

1.363 Fee address for maintenance fee purposes.

1.366 Submission of maintenance fecs.

1.377 Review of decision refusing to accept and record payment
of a maintenence fee filed prior to expiration of patent.

1.378  Acceptance of delayed payment of maintenance fee in ex-
pired patent to reinstate patent.




- PATENT RULES. .

/ Slibpait C‘-—Intemati‘c;hil'Pm .Ptdiﬁions
GENERAL INFORMATION

Definitions of terms under the Patent Cooperatlon Trcaty
The United States Receiving Office.

The United States International Searching Authority.

“The United States Designated Office.

The International Burcau.

Wro May FILE AN INTERNATIONAL AFPLICATION

Applicant for international application.

When the inventor is dead.

When the inventor is insane or legally incapacitated.
Joint inventors.

Filing by other than inventor.

THE INTERNATIONAL APPLICATION

International application requirements.

Designation of States and payment of designation fees.
Physical requirements of international application.
The request.

The description.

The claims.

The drawings.

The absiract.

1401
1412
1413
1.414°
1415

1.421
1.422
1.423
1424
1.425

1.431
1.432
1.433
1.434
1.435
1.436
1.437
1.438

FEEs

International application filing and processing fees.
Refund of international application filing and processing
fees.

1.445
1.446

PRIORITY
The priosity claim and priority document in an international
application.

1.451

REPRESENTATION
Representation in international applications.
TRANSMITTAL OF RECORD CopPY

1.4558

1.461 Procedures for transmittal of record copy to the Interna-
tional Bureau,
TIMING
1465 Timing of application processing based on the priority date.
1.468 Delays in meeting time limits.
AMENDMENTS
1.471 Corrections and amendments during international process-
ing.
1475 Changes in person, name, or address of applicants and in-
VEntors.

Uity OF INVENTION

Determination of unity of invention before the International
Searching Authority.
Protest to lack of unity of invention.

Subpart D—Reexamination of Patents
CITATION OF PRIOR ART
Citation of prior ast in patent files.
REQUEST FOR REEXAMINATION

Reguest for reexamination,
Determination of the request for reexamination.
Reexamination at the initiative of the Commissioner.

1.481
1.482

1.510
1.515
1.520

REEXAMINATION

Orders to reexamine.

Statement and amendment by patent owner.

Reply by requester.

Consideration of responses.

Conduct of reexamination proceedings.

Scope of reexamination in reexamination proceedings.
Duty of disclosure in reexamination proceedings.
Interviews in reexamination proceedings.

Concurrent office proceedings.

g

1.525
1.530
1.535
1.540
1.550
1.552
1.555
1.560
1.565
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1.5%0

1.601
1.602
1.603

1.604

CERTll‘lCATE

issuance of reexammatlon certlﬁcate after reexammatlon
proceedings. .

Subpart E—Interferences
Scope of rules, definitions.
Interest in applications and patents involved in interference.
Interference between appllcatlons subject matter of the in-
terference. v _
Request for interference between applications by an apnli.
cant.

Suggestion of claim to applicant by examiner.

Interference between an application and a patent; subject
matter of the interference.

Regquest by applicant for interference with patent.

Interference between an application and a patent; prima
Jacie showing by applicant.

Preparation of interference papers by examiner.

Assignment of interference to examiner-in-chief, time period
for completing interference.

Declaration of interference.

Access to applications.

Lead attorney, same attorney representing different parties
in an interference, withdrawal of attorney or agent. |

Jurisdiction over interference.

Suspension of ex parte prosecution.

Sanctions. for failure to comply with rules or order.

Summary judgment against applicant.

Return of unauthorized papers.

Preliminary statement, time for filing, notice of filing.

Preliminary statement, who made invention, where inven-
tion made.

Preliminary statement; invention made in United States.

Preliminary statement; invention made abroad.

Preliminary statement; derivation by an opponent.

Preliminary statement; earlier application.

Preliminary statement; sealing before filing, opening of state-
ment.

Preliminary statement; correction of error.

Effect of preliminary statement.

Reliance on earlier application.

Access to preliminary statement, service of preliminary
statement.

Notice of intent to argue abandonment, suppression, or con-
cealment by opponent.

Preliminary motions.

Motion to correct inventorship.

Miscellaneous motions.

Motions, time for filing.

Content of motions.

Opposmon and reply, time for filing opposition and reply.

Evidence in support of motion, opposition, or reply.

Motions, hearing and decisicn, redeclaration of interference,
order to show cause.

Unpatentability discovered by examiner-in-chief.

Addition of application or patent to interference.

Prosecution of interference by assignee.

Petitions in interferences.

Extension of time, late papers, stay of proceedings.

Service of ppers, proof of service.

Translatio:., of document in foreign language.

Setting times for dlscovery and taking testimony, parties en-
titled to take testimony.

Judgment for failure to take testimony or file record.

Record and exhibits.

Final hearing.

Matters considered in rendering a fina) decision.

Briefs for final hearing.

Burden of proof as to date of invention.

Final decision.

Recommendation.

Notice of reexamination, reissue, protest, or litigation.

Termination of interference after judgment.
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1.1 MANUAL OF PATENT EXAMINING PROCEDURE

Request for entry of adverse judgment; reissue filed by pat-
entee.

.663  Status of claim of defeated applicant after interference.

Action after interference.

Second interference.

Filing of interference settlement agreements.

Evidence must comply with rules.

‘Manner of taking testimony.

Notice of examination of witness.

674 Persons before whom depositions may be taken.

.675 Examination of witness, reading and signing transcipt of
- deposition.

Certification and filing by officer, marking exhibits.

Form of 2 transeript of deposition.

Transcript of deposition must be filed.

Inspection of transcript.

Official records and printed publications.

Testimony in another interference, proceeding, or action.

Testimony in a foreign country.

Errors and irregularities in depositions.

Additional discovery.

Use of discovery.

AUTHORITY: 35 U.S.C. 6, unless otherwise noted.

SoURCE: 24 FR 10332, Dec. 22, 1959, unless otherwise noted.

Subpart A—General Provigions
GENERAL INFORMATION AND CORRESPONDENCE

1.1 All communications to be addressed to
Commissioner of Patents and Trademarks.

(a) All letters and other communications intended
for the Patent and Trademark Office must be ad-
dressed to “Commissioner of Patents and Trade-
marks,” Washington, D.C. 20231. When appropriate,
a letter should also be marked for the attention of a
particular officer or individual.

(b) Letters and other communications relating to
international applications during the international
stage and prior to the assignment of a national serial
number should be additionally marked “Box PCT.”

(c) Requests for reexamination should be additional-
ly marked “Box Reexam.”

(d) Payments of maintenance fees in patents and
other communications relating thereto should be addi-
tionally marked “Box M. Fee.”

(e} Communications relating to interferences and
applications or patents involved in an interference
should be additionally marked “BOX INTERFER-
ENCE.”

NotEe: Sections 1.1 to 1.26 are applicable to trademark cases as
well as to nationzl and international patent cases except for provi-
sions specifically directed to patent cases. See § 1.9 for definitions
of “national application” and “international application.”

(Pub. L. 94-131, 89 Stat. 685)

{46 FR 29181, May 29, 1981; para. (d) added 49 FR 34724, Aug. 31,
1984, effective date Nov. 1, 1984; para. (e), 49 FR 48416, Dec. 12,
1984, effective date Feb. 11, 1985]

1.2 Business to be transacted in writing,

All business with the Patent and Trademark Office
should be transacted in writing. The personal attend-
ance of applicants or their attorneys or agents at the
Patent and Trademark Office is unnecessary. The
action of the Patent and Trademark Office will be
based exclusively on the written record in the Office.
No attention will be paid to any alleged oral promise,
stipulation, or understanding in relation to which
there is disagreement or doubt.

: %?A%

XX
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1.3 Business to be conducted thh decorum
and courtesy.. :

Applicants and their attorneys or agents are re-
quired to conduct their business with the Patent and
Trademark Office with decorum and courtesy. Papers
presented in violation of this requirement will be sub-
mitted to the Commissioner and will be returned by
his direct order. Complaints against examiners and
other empioyees must be made in communications
separate from other papers.

14 Nature of correspondence.

{2) Correspondence with the Patent and Trademark
Office comprises:

(1) Correspondence relating to services and facili-
ties of the Office, such as general inquiries, requests
for publications supplied by the Office, orders for
printed copies of patents or trademark registrations,
orders for copies of records, transmission of assign-
ments for recording, and the like, and

(2) Correspondence in and relating to a particular
application or other proceeding in the Office. See par-
ticularly the rules relating to the filing, processing, or
other proceedings of national applications in Subpart
B, §§1.31 to 1.352; of international applications in
Subpart C, §§ 1.401 to 1.482; of reexamination of pat-
ents in Subpart D, §§ 1.501 to 1.570; of interferences
in Subpart E, §§ 1.601 to 1.688; and of trademark ap-
plications §§ 2.11 to 2.189.

(b) Since each application file should be complete
in itself, a separate copy of every paper to be filed in
an application should be furnished for each applica-
tion to which the paper pertains, even though the
contents of the papers filed in two or more applica-
tions may be identical.

(c) Since different matters may be considered by
different branches or sections of the Patent and
Trademark Office, each distinct subject, inquiry or
order should be contained in a separate letter to avoid
confusion and delay in answering letters dealing with
different subjects.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22. 1959; 43 FR 20461, May 11. 1978; para. (a),
48 FR 2707, Jan. 20, 1983, effective date Feb. 27, 1983; para. (a), 49
FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.5 Identification of application, patent or reg-
istration.

(@) When a letter concerns an application for
patent, it should :tate the name of the applicant, the
title of the invention, the serial number or internation-
al application number of the application, the date of
filing the same, and, if known, the group art unit or
other unit within the Patent and Trademark Office re-
sponsible for considering the letter and the name of
the examiner or other person to which it has been as-
signed.

(b) When the letter concerns a patent, it should
state the number and date of issue of the patent, the
name of the patentee, and the title of the invention.
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~ PATENTRULES o o 13

(0) letter relatmg to a tradema.rk apphcatlon*
should ldentlfy it as such and by the name of the ap-

licant and the serial number and filing date of the ap-

lication. A letter relating to a registered trademark
should identify it by the name of the regxstrant and by
the number and date of the certificate. '

(d) A Ietter relating to a reexamination proceedmg

should identify it as such by the number of the patent
undergoing reexamination, the reexamination request
control number assigned to such proceeding and, if
known, the group art unit and name of the examiner
to which it has been assigned.

(¢) When a paper concerns an interference, it
should state the names of the parties and the number
of the interference. The name of the examiner-in-chief
assigned to the interference (§ 1.610) and the name of
the party filing the paper should appear conspicuously
on the first page of the paper.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)
[24 FR 10332, Dec. 22, 1959; 46 FR 29181, May 29, 1981; para. (a)

49 FR 552, Jan. 4, 1984; effective date Apr. 1, 1984; para. (a), 49
FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.6 Keceipt of letters and papers.

(a) Letters and other papers received in the Patent
and Trademark Office are stamped with the date of
receipt except where such letters and papers zre filed
in accordance with §1.10. Any such ietters and
papers filed in accordance with § 1.10 will be stamped
with the date of deposit as “Express Mail” with the

United States Postal Service unless the date of deposit
& a Saturday, Sunday, or Federal holiday within the
istrict of Columbia in which case the date stamped
will be the next succeeding day which is not a Satur-
day, Sunday, or Federal holiday within the District of
Columbia. No papers are received in the Patent and
Trademark Office on Saturdays, Sundays or Federal
holidays within the District of Columbia.

(b) Mail placed in the Patent and Trademark Office
pouch up to midnight on weekdays, excepting Satur-
days and federal holidays, by the post office at Wash-
ington, D.C., serving the Patent and Trademark
Office, is considered as having been received in the
Patent and Trademark Office on the day it was so
placed in the pouch.

(c) In addition to being mailed or delivered by hand
during office hours, letters and other papers may be
deposited up to midnight in a box provided at the
guard’s desk at the lobby of building 3 of the Patent
and Trademark Office at Crystal Plaza, Arlington,
Virginia and at the main entrance (14th Street) of the
Department of Commerce Building, Washington,
D.C., on weekdays except Saturdays and Federal
holidays, and all papers deposited therein are consid-
ered as received in the Patent and Trademark Office
on the day of deposit.

(d) If interruptions or emergencies in the United
States Postal Service which have been so designated

y the Commissioner occur, the Patent and Trade-
‘mrk Office will consider as filed on a particular date
in the Office any paper or fee which is: (1) Promptly

filed after the ending of the designated interruption or

emergency, and (2) Accompamed by a statement mdl-
cating that such paper or fee would have been filed
on that particular date if it were not for the designat-
ed interruption or emergency in the United States
Postal Service. Such statement must be’ a verified
statement if made by a person not registered to prac-
tice before the Patent and Trademark Office.

(35 U.S.C. 6, Pub. L. 97-247)

{48 FR 2707, Jan. 20, 1983, effective date Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983; 48 FR 4285, Jan. 31, 1983; para. (a), 49 FR 552,
Jan. 4, 1984, effective date Apr. 1, 1984}

1.7 Times for taking action: Expiration on
Saturday, Sunday or Federal holiday.

Whenever periods of time are specified in this part
in days, calendar days are intended. When the day, or
the last day fixed by statute or by or under this part
for taking any action or paying any fee in the Patent
and Trademark Office falls on Saturday, Sunday, or
on a Federal holiday within the District of Columbia,
the action may be taken, or the fee paid, on the next
succeeding day which is not a Saturday, Sunday, or a
Federal holiday. See § 1.304 for time for appeal or for
commencing civil action.

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2707, Jan. 20, 1983, effective date Feb. 27, 1983; corrected,
48 FR 4285, Jan. 31, 1983}

1.8 Certificate of mailing,

(a) Except in the cases enumerated below, papers
and fees required to be filed in the Patent and Trade-
mark Office within a set period of time will be con-
sidered as being timely filed if: (1) They are addressed
to the Commissioner of Patents and Trademarks,
Washington, D.C. 20231, and deposited with the U.S.
Postal Service with sufficient postage as first class
mail prior to expiration of the set period: and (2)
They also include a certificate for each paper or fee
stating the date of deposit. The person signing the
certificate should have reasonable basis to expect that
the correspondence would be mailed on or before the
date indicated. The actual date of receipt of the paper
or fee will be used for all other purposes. This proce-
dure does not apply to the following:

(i) The filing of a national patent application specifi-
cation and drawing or otiict papers for the purpose of
obtaining an application filing date;

(ii) The filing of trademark applications;

(iif) The filing of agreements between parties to an
interference un v 35 U.S.C. 135(c);

(iv) The filing of an affidavit showing that a mark
is still in use or containing an excuse for nonuse under
section 8 (a) or (b) or section 12(c) of the Trademark
Act, 15 U.S.C. 1058(a), 1058(b), 1062(c);

(v) The filing of an application for renewal of a
mark registration under section 9 of the Trademark
Act, 15 1].S.C. 1059;

(vi) The filing of a petition to cancel a registration
of a mark under section 14 (a) or (b) of the Trade-
mark Act, 15 U.S.C. 1064(a), 1064(b);
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(vii) The filing of an affidavit under section 15, sub-

section (3) of the Trademark Act, 15 U.S.C. 1065;

(viii) The filing of a notice of election to proceed
by civil action in an inter partes proceeding under 35
U.S.C. 141 or section 21(a)(1) of the Trademark Act,
15 US.C. 1071(a)1), in response to another party’s
appeal to the Court of Appeals for the Federal Cir-
cuit.

(ix) The filing of a notice and reasons of appeal
under 35 U.S.C. 142 or a notice of appeal under sec-
tion 2i(a}2) of the Trademark Act, 15 US.C.
1071(a)(2);

(x) The filing of a statement under 42 U.S.C. 2182
or 42 U.S.C. 2457(c); and

(xi) The filing of international applications for
patent and papers relating thereto.

(xii) The filing of a paper in an interference which
an examiner-in-chief orders to be filed by hand or
“Express Mail.”

(xiii) Papers filed in connection with a disciplinary
proceeding under Part 10 of this subchapter.

(b) In the event that correspondence or fees are
timely filed in accordance with paragraph (a) of this
section, but not received in the Patent and Trademark
Office, and the application is held to be abandoned or
the proceeding dismissed, terminated, or decided with
prejudice, the correspondence or fee will be consid-
ered timely if the party who forwarded such corre-
spondence or fee (1) informs the Office of the previ-
ous mailing of the correspondence or fee promptly
after becoming aware of the Office action, (2) supplies
an additional copy of the previously mailed corre-
spondence or fee and certificate, and (3) includes a
declaration under § 1.68 or § 2.20 which attests on a
personal knowledge basis or to the satisfaction of the
Commissioner to the previous timely mailing.

[OMB Control Nos. 0651-0009 & 0651-0011]
(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; para. (a),
47 FR 47381, Oct. 26, 1982, effective date Oct. 26, 1982; para. (a),
48 FR 2708, Jan. 30, 1983, effective date Feb. 27, 1983; para. (a), 49
FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985; para. (a), 49
FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985}

19  Definitions.

(a) A national application as used in this chapter
means a U.S. national application for patent which
was either filed in the Office under 35 U.S.C. 111 or
which resulted from an international application after
compliance with 35 U.S.C. 371.

(b) An international application as used in this
chapter means an international application for patent
filed under the Patent Cooperation Treaty prior to en-
tering national processing at the Designated Office
stage.

(%) An independent inventor as used in this chapter
means any inventor who (1) has not assigned, granted,
conveyed, or licensed, and (2) is under no obligation
under contract or law to assign, grant, convey, or li-
cense, any rights in the invention to any person who
could not likewise be classified as an independent in-
ventor if that person had made the invention, or to
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| any concern which would not qualify as a small busi-

ness. concern or a nonprofit organization under this
section. - .

(d) A small business concern as used in this chapter
means any business concern as defined by the Small
Business - Administration in 13 CFR 121.12. For the
convenience of the users of these regulations, that def-
inition states:

§ 121.12 Small business for paying reduced patent fees.

(a) Pursuant to Pub. L. 97-247, a small business concern for pur-
poses of paying reduced fees under 35 U.S. Code 41 (a) and (b) to
the Patent and Trademark Office means any business concern (1)
whose number of employees, including those of its affiliates, does
not exceed 500 persons and (2) which has not assigned, granted,
conveyed, or licensed, and is under no obligation under contract or
law to assign, grant, convey or license, any rights in the invention
to any person who could not be classified as an independent inven-
tor if that person had made the invention, or to any concern which
would not qualify as a small business concern or a nonprofit organi-
zation under this section. For the purpose of this section concerns
are affiliates of each other when either, directly or indirectly, one
concern controls or has the power to control the other, or a third
party or parties controls or has the power to control both. The
number of employees of the business concern is the average over
the fiscal year of the persons emplioyed during each of the pay peri-
ods of the fiscal year. Employees are those persons employed on a
full-time, part-time or temporary basis during the previous fiscal
year of the concern.

(b) If the Patent and Trademark Office determines that a concern
is not eligible as a small business concern within this section, the
concern shall have a right to appeal that determination to the Small
Business Administration. The Patent and Trademark Office shall
transmit its written decision and the pertinent size determination file
to the SBA in the event of such adverse determination and size
appeal. Such appeals by concerns should be submitted to the SBA
at 1441 L Street, NW., Washington, D.C. 20416 (Attention: SBA
Office of General Counsel). The appeal should state the basis upon
which it is claimed that the Patent and Trademark Office initial size
determination on the concern was in error; and the facts and argu-
ments supporting the concern’s claimed status as a small business
concern under this section.

(e) A nonprofit organization as used in this chapter
means (1) a university or other institution of higher
education located in any country; (2) an organization
of the type described in section 501(c)(3) of the Inter-
nal Revenue Code of 1954 (26 U.S.C. 501(c)(3)) and
exempt from taxation under section 501(a) of the In-
ternal Revenue Code (26 U.S.C. 501(a)); (3) any non-
profit scientific or educational organization qualified
under a nonprofit organization statute of a state of
this country (35 ‘U.S.C. 201(i)); or (4) any nonprofit
organization located in a foreign country which
would qualify as a nonprofit organization under para-
graph (e)(2) or (3) of this section if it were located in
this country.

(f) A smali -ntity as used in this chapter means an
independent inventor, a small business concern or a
nonprofit organization.

(g) For definitions in interferences see § 1.601.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247; 15
U.S.C. 1113, 1123)

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982, effective
date, Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, cffective date Oct.
1, 1982; para. (d), 49 FR 34724, Aug. 31, 1984, effective date Nov.
1, 1984; ]para. (g), 49 FR 48416, Dec. 12, 1984, effective date Feb,
11, 1985
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Filing of papers and fees by “Express
Mail” with certificate.

(@) Any paper or fee to be filed in the Patent and
Trademark Office can be filed utlllzmg the “Express
Mail Post Office to Addressee” service of the United
States Postal Service and be considered as havmg
been filed in the Office on the date the paper or fee is
shown to have been deposited as “Express Mail” with
the United States Postal Service unless the date of de-
posit is a Saturday, Sunday, or Federal holiday within
the District of Columbia. See § 1.6(a). .

(b) Any paper or fee filed by “Express Mail” must
have the number of the “Express Mail” mailing label
placed thereon prior to mailing, be addressed to the
Commissioner of Patents and Trademarks, Washing-
ton, D.C. 20231, and any such paper or fee must also
include a certificate of mailing by “Express Mail”
which states the date of mailing by “Express Mail”
and is signed by the person mailing the paper or fee.

(c) The Patent and Trademark Office will accept
the certificate of mailing by “Express Mail” and
accord the paper or fee the certificate date under 35
U.S.C. 21(a) (unless the certificate date is a Saturday,
Sunday, or Federal holiday within the District of Co-
lumbia—see § 1.6(a)) without further proof of the date
on which the mailing by “Express Mail” occurred
unless a question is present regarding the date of mail-
ing. If more than a reasonable time has elapsed be-
tween the certificate date and the Patent and Trade-
mark Office receipt date or if other questions regard-
ing the date of mailing are present, the person mailing
the paper or fee may be required to file a copy of the
“Express Mail” receipt showing the actual date of
mailing and a statement from the person who mailed
the paper or fee averring to the fact that the mailing
occurred on the date certified. Such statement must
be a verified statement if made by a person not regis-
tered io practice before the Patent and Trademark
Office
[OMB Control No. 0651-0011]

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2708, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983; paras. (8) & (c), 49 FR 552, Jan. 4, 1984, effec-
tive date Apr. 1, 1984]

RECORDS AND FILES OF THE PATENT AND
TraDEMARK OFFICE

1.11 Files open to the public.

(a) After a patent has been issued or a statutory in-
vention registration has been published, the specifica-
tion, drawings and all papers relating to the case in
the file of the patent or statutory invention registra-
tion are open to inspection by the public, and copies
may be obtained upon paying the fee therefor. See
§ 2.27 for trademark files.

(b) All reissue applications, all applications in which
the Office has accepted a request to open the com-
plete application to inspection by the public, and re-
ated papers in the application file, are open to inspec-

.ﬁon by the public, and copies may be furnished upon

paying the fee therefor. The filing of reissue applica-
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tions will be announced in the Official Gazette. The
announcement shall include at least the filing date, re-

" issue application and original patent numbers, title,

class and subclass, name of the inventor, name of the
owner of record, name of the attorney or agent of
record, and examining group to which the reissue ap-
plication is assigned.

(c) All requests for reexamination for which thz fee
under § 1.20(c) has been paid, will be announced in
the Official Gazette. Any reexaminations at the initia-
tive of the Commissioner pursuant to § 1.520 will also
be announced in the Official Gazette. The announce-
ment shall include at least the date of the request, if
any, the reexamination request control number or the
Commissioner initiated order control number, patent
number, title, class and subclass, name of the inventor,
name of the patent owner of record, and the examin-
ing group to which the reexamination is assigned.

(d) All papers or copies thereof relating to a reex-
amination proceeding which have been entered of
record in the patent or reexamination file are open to
inspection by the general public, and copies may be
furnished upon paying the fee therefor.

(e) The file of any interference involving a patent, a
statutory invention registration, or an application on
which a patent has been issued or which has been
published as a statutory invention registration, is open
to inspection by the public, and copies may be ob-
tained upon paying the fee therefor, if: (1) the inter-
ference has terminated, or (2) an award of priority or
judgment has been entered as to all parties and all
counts.

{OMB Control No. 0651-0010)

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

[42 FR 55893, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981; para. (c), 47 FR 41272, Sept. 17, 1982, effec-
tive date Oct. 1, 1982; para. (a), 45 FR 48416, Dec. 12, 1984, effec-
tive date Feb. 11, 1985; paras. (a), (b) & (e) 50 FR 9378, Mar. 7,
1985, effective date May 8, 1985]

1.12 Assignment records open to public inspec-
tion.

(a) The assignment records, relating to original or
reissue patents, including digests and indexes, and as-
signment records relating to pending or abandoned
trademark applications and to trademark registrations,
are open to public inspection and copies of any instru-
ment recorded may be obtained upon request and
payment of the fee set forth in § 1.19(a)(5).

(b) Assignment records, digests, and indexes, relat-
ing to any p«nding or abandoned patent application
are not available to the public. Copies of any such as-
signment records and information with respect thereto
shal} be obtainable only upon written authority of the
applicant or applicant’s assignee or attorney or agent
or upon a showing that the person seeking such infor-
mation is a bona fide prospective or actual purchaser,
mortgagee, or licensee of such application, unless it
shall be necessary to the proper conduct of business
before the Office or as provided by these rules.

(¢} Any request by a member of the public seeking
copies of any assignment records of any pending or
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abandoned patent apphcatlon preserved in secrecy
“under § 1.14, or any information with respect thereto,
must (l) be in the form of a petition accompanied by
the petition fee set forth in §1.17(i) or (2) include
written authonty granting access to the member of
the public to the particular assignment records from
the applicant or applicant’s assignee or attorney or
agent of record.

(d) An order for 2 copy of an assignment should
give the identification of the record. If identified only
by the name of the patentee and number of the patent,
or in the case of a trademark registration by the name
of the registrant and namber of the registration, or by
name of the applicant and serial number or interna-
tional application number of the application, an extra
charge as set forth in § 1.21(f) will be made for the
time consumed in making a search for such assign-
ment. P
(35 US.C. 6 1SU.S.C, 1113, 1123)

[47 FR 41272, Sept. 17, 1982, effective date Oct. 1, 1982]

1.13 Copies and certified copies.

(a) Copies of patents and trademark registrations
and of any records, books, papers, or drawings be-
longing to the Patent and Trademark Office and open
to the public, will be furnished by the Patent and
Trademark Office to any person, and copies of other
records or papers will be furnished to persons entitled
thereto, upon payment of the fee therefor.

(b) Such copies will be authenticated by the seal of
the Patent and Trademark Office and certified by the
Commissioner, or in his name attested by an officer of
the Patent and Trademark Office authorized by the
Commissioner, upon payment of the fee for the au-
thentication certificate in addition to the fee for the
copies.

{OMB Control Nos. 0651-0009 & 0651-0010]
(35US.C. 10)
1.14 Patent applications preserved in secrecy.

(a) Except as provided in § 1.11(b) pending patent
applications are preserved in secrecy. No information
will be given by the Office respecting the filing by
any particular person of an application for a patent,
the pendency of any particular case before it, or the
subject matter of any particular application, nor will
access be given to or copies furnished of any pending
application or papers relating thereto, without written
authority in that particular application from the appli-
cant or his assignee or attorney or agent of record,
unless the application has been identified by serial
number in a published patent document or the United
States of America has been indicated as a Designated
State in a published international application, in which
case status information such as whether it is pending,
abandoned or patented may be supplied, or unless it
shall be necessary to the proper conduct of business
before the Office or as provided by this part. Where
an application has been patented, the patent number
and issue date may also be supplicd.

(b) Except as provided in § 1.11(b) abandoned ap-
plications are likewise not open to public inspection,
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"‘except that' if an apphcatlon referred to in a US.
patent, or in an application in which the applicant has l

filed an authorization to open the complete applic
tion to the public, is abandoned and is aVa.lable,
may be inspected ‘or copies obtained by any person on
written request, without notice to the applicant.
Complete applications (§ 1.51(a)) which are aban-
doned may be destroyed after 20 years from their
filing date, except those to which particular attention
has been called and which have been marked for pres-
ervation. Abandoned applications will not be re-
turned.

(c) Applications for patents which disclose, or
which appear to disclose, or which purport to dis-
close, inventions or discoveries relating to atomic
energy are reported to the Department of Energy,
which Department will be given access to such appli-
cations, but such reporting does not constitute a de-
termination that the subject matter of each application
so reported is in fact useful or an invention or discov-
ery or that such application in fact discloses subject
matter in categories specified by sections 151(c) and
151(d) of the Atomic Energy Act of 1954, 68 Stat.
919; 42 U.S.C. 2181 (c) and (d).

(d) Any decision of the Board of Patent Appeals
and Interferences, or any decision of the Commission-
er on petiition, not otherwisé open to public inspection
shall be published or made available for public inspec-

tion if: (1) The Commissioner believes the decision ir;.

volves an interpretation of patent laws or regulatior
that would be of important precedent value; and (
the applicant, or any party involved in the interfer-
ence, does not within two months after being notified
of the intention to make the decision public, object in
writing on the ground that the decision discloses a
trade secret or other confidential information. If a de-
cision discloses such information, the applicant or
party shall identify the deletions in the text of the de-
cision considered necessary to protect the informa-
tion, If it is considered the entire decision must be
withheld from the public to protect such information,
the applicant or party must explain why. Applicants
or parties will be given time, not less than twenty
days, to request reconsideration and seek court review
before any portions of decisions are made public over
their objection. See § 2.27 for trademark applications.
(e) Any request by a member of the public seeking
access to, or . .:pies of, any pending or abandoned ap-
plication preserved in secrecy pursuant to paragraphs
(a) and (b} of this section, or of any papers relating
thereto, must (1) be in the form of a petition and be
accompanied by the petition fee set forth in § 1.17(i)
or (2) include written authority granting access to the
member of the public in that particular application
from the applicant or the applicant’s assignee or atior-
ney or agent of record.

{OMB Contro! Nos. 0651-0010 & 0651-0011}

(Pub. L. 94-131, 89 Stat. 685; 35 US.C. 6, Pub. L. 97-247; 15
U.S.C. 1113, 1123)
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{42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para. (e)
added, 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; para.
(d), 49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985; para.
(), S0 FR 9378, Mar. 7, 1985, effective date May 8, 1985]

1.15.  Regquests for identifiable records.

(a) Requests for records not disclosed to the public
as part of the regular informational activity of the
Patent and Trademark Office and which are not oth-
erwise dealt with in the rules in this part may be
made by completing Form CD-244, “Application to
Inspect Department Records,” and submitting this
form, in person or by mail, to the Commissioner of
Patents and Trademarks, Washington, D.C. 20231. A
nonrefundable application fee of $2 must accompany
each application. Copies of Form CD-244 are avail-
able in the Central Reference and Records Inspection
Facility, Room 2122, Department of Commerce
Building, Washington, D.C. 20230, the search room of
the Patent Reference Branch of the Patent and Trade-
mark Office, the search room of the Trademark Ex-
amining Operation, and in many public information
offices and field offices of the Department of Com-
merce. If the requested record is identifiable, the re-
quest will be reviewed by the appropriate official au-
thorized to make an initial determination of the avail-
ability of the record. If it is determined that the mate-
rial is not to be made available to the requesting
person, said person shall be notified in writing of that
fact and the reasons why the record will not be dis-
closed. If the record is to be made available, inspec-
tion will be permitted in the appropriate Patent and
Trademark Office search room. Fees for copies of
records and for searches and related services are pay-
able in accordance with the schedule of fees and
charges established in § 4.8 of Title 15, Code of Feder-
al Regulations.

(b) Any person whose application to inspect a
record has been refused may request a reconsideration
of the initial denial by completing and submitting the
appropriate section of the Form CD-244. The request
for reconsideration should be made within 30 days of
the date of the original denial. In submitting such re-
quest the party should include any written argument
he desires to support his belief that the record re-
quested shouid be made available. No personal ap-
pearance, oral argument, or hearing shall be permit-
ted. The decision upon such request shail be made by
the Commissioner of Patents and Trademarks and
shall be based upon the original request, the denial,
and any written argument submitted by the person
seeking access to the record. The decision upon
review shall be promptly made in writisg and com-
municated to the person seeking access. If the deci-
sion is wholly or partly in favor of availability, the re-
quested record to such extent shall be made available
for inspection as described in paragraph (a) of this
section. To the extent that the decision is adverse to
the request, the reasons for the denial shall be stated.
A decision upon review completed as provided herein
shall constitute the final decision and action of the
Patent and Trademark Office as to the availability of
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a requested record, except as may be required by
court proceedings initiated pursuant to 5 U.S.C.
552(a)(3). Reconsiderations resulting in final decisions

‘as prescribed herein shall be indexed and made avail-

able in the search room of the Patent Reference
Branch,

(c) Procedures applicable in the event of a suhpoe-
na, order, or other compulsory process or demand of
a court or other authority shall be those set forth in
section 7 of Department Order 64 (32 FR 9734, July
4, 1967).

(Sec. 1, 66 Stat. 793, 81 Stat. 54; § U.S.C. 552, 35 U.S.C. 6)
[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26, 1969]

FEES AND PAYMENT OF MONEY
1.16 National application filing fees.

(a) Basic fee for filing each application for
an original patent, except design or
plant cases:

By a small entity (§ 1.9(E)) ....cocoecvivniranne
By other than a small entity ..................

(b) In addition to the basic filing fee in an
original application, for filing or later
presentation of each independent claim
in excess of 3:

By a small entity (§ 1.9(f)) ....ccoeevveverenreen 17.00
By other than a small entity .................. 34.00

(c) In addition to the basic filing fee in an
original application, for filing or later
presentation of each claim (whether in-
dependent or dependent) in excess of 20
(Note that § 1.75(c) indicates how mul-
tiple dependent claims are considered
for fee calculation purposes.):

By a small entity (§ 1.9(£)) .......coevvrrvncnnee 6.00
By other than a small entity .................. 12.00

(d) In addition to the basic filing fee in an
original application, if the application
contains, or is amended to contain, a
multiple dependent claim(s), per appli-
cation:

By a small entity (§ 1.9(f)) ...c.ocervrrvenenne 55.00
By other than a small entity .................. 110.00
(If the additional fees required
by paragraphs (b), (c) and (d)
are not paid on filing or on
later presentation of the claims
for -vhich the additional fees
are due, they must be paid or
the claims cancelled by
amendment, prior to the expi-
ration of the time period set
for response by the Office in
any notice of fee deficiency.)

(e) Surcharge for filing the basic filing fee
or oath or declaration on a date later
than the filing date of the application:

By a small entity (§ 1.9(f))..c.c.coeevvnrnnee. 55.00
By other than a small entity .................. 110.00
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(6) For 'ﬁl'i‘n'g each desngn applit:atidn:

_ By a small entity (§ 1.9(§)) ........ S
By.other than a small entity .................. ,

(g) Basic fee for filing each plant applica-
tion:
By a small entity (§ 1.9(f)) ......ocvvvvvennne.
By other than a small entity ..................
(h) Basic fee for filing each reissue appli-
cation:
By a small entity (§ 1.9(f)) cc.covevvvernrnnne
By other than a small entity ..................
(i) In addition to the basic filing fee in a
reissue application, for filing or later
presentation of each independent claim
which is in excess of the number of
independent claims in the original
patent:
By a small entity (§ 1.9()) .cccocerervrurenn
By other than a small entity ..................
(§) In addition to the basic filing fee in a
reissue application, for filing or later
presentation of each claim (whether in-
dependent or dependent) in excess of 20
and also in excess of the number of
claims in the original patent, (Note that
§ 1.75(c) indicates how multiple de-
pendent claims are considered for fee
purposes.):
By a small entity (§ 1.9(f)) .cccocevererrenennnn.
By other than a small entity ..................
(Note, see § 1.445 for international appli-
cation filing and processing fees.).

(35 U.S.C. 6; Pub. L. 98-622)

170.00
140.00

110.00

220.00

170.00
340.00

17.00
34.00

6.00
12.00

{added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982; 50

FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985]

.17 Patent application processing fees.

(a) Extension fee for response within first
month pursuant to § 1.136(a):
By a small entity (§ 1.9(f)} ..c.cecoveuvnvunn
By other than a small entity ..................
(b) Extension fee for response within
second month pursuant to § 1.136(a):
By a small entity (§ 1.9(9) .cccccovrcrvrnennee.
By other than a small entity ..................
(cy Extension fee for response within third
month pursuant to § 1.136(a):
By a small entity (§ 1.9()) .cocvvvvvvvrncnennn
By other than a small entity ..................
(d) Esxtension fee for response within
fourth month pursuant to § 1.136(a):
By a small entity (§ 1.9(f)) ....cooccrvenrnnnee
By other than a small entity ..................
(e) For filing a notice of appeal from the
examiner to the Board of Patent Ap-
peals and Interferences:
By a small entity (§ 1L.9(F)).....covovennnene.
By other than a small entity ..................
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§28.00
56.00

85.00
170.00

195.00
390.00

305.00
610.00

65.00
130.00

(f) In addition to the fee for filing a notice
of appeal, for filing a brief in support of

an appeal: »
By a small er:tity (§ 1.9()) .....ccovvuvunnnns

By other than a small entity...........e.....

(g) For filing a request for an oral hearing
before the Board of Patent Appeals and
Interferences in appeal under 35 U.S.C.
134:

By a small entity (§ 1.9(5) ...c.coreervrvrnenne

By other than a small entity ..................

(h) For filing a petition to the Commis-
sioner under a section of this part listed
below which refers to this paragraph.......

§ 1.47—for filing by other than all
the inventors or a person not the
inventor.

§ 1.48—for correction of inventor-
ship.

§ 1.182—for decision on questions
not specifically provided for.

§ 1.183—to suspend the rules.

§ 1.295—for review of refusal to pub-
lish a statutory invention registra-
tion.

§ 1.377—for review of decision refus-
ing to accept and record payment
of a maintenance fee filed prior to
expiration of patent.

§ 1.378(e)—for reconsideration of de-
cision on petition refusing to
accept delayed payment of mainte-
nance fee in expired patent.

§ 1.644(e)—for petition in an interfer-
ence.

§ 1.644(f)—for request for reconsider-
ation of a decision on petition in an
interference.

§ 1.666(c)—for late filing of interfer-
ence settlement agreement.

§§ 5.12, 5.13, and 5.14—for expedited
handling of foreign filing license.

§ 5.15—for changing the scope of a
license.

§ 5.25—for retroactive license.

(i) For filing a petition to the Commis-
sioner under a section of thi- part listed
t-low which refers to this paragraph.......

§ 1.12—for access to an assignment
record.

§ 1.14—for access to an application.

§ 1.55—for entry of late priority
papers.

§ 1.102—to make application special.

§ 1.103—to suspend action in applica-
tion.

§ 1.177—for divisional reissues to
issue separately.

§ i.312—for amendment after pay-
ment of issue fee.
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§ 1.313—to withdraw an application
from issue. , . :

§ 1.314—to defer issuance of a patent.

§ 1.334—for patent to issue to assign-
ee, assignuient recorded late.

§ 1.666(b)—for access to interference
settlement agreement.

() For filing a petition to institute a
public use proceeding under § 1.292.........

(k) For processing an application filed
with a specification in a non-English
language (§ 1.52(d))...vverrvrverrrersssesenmmnnnnee 26.00

() For filing a petition (1) for the revival
of an unavoidably abandoned applica-
tion under 35 U.S.C. 133, or 371, or (2)
for delayed payment of the issue fee
under 35 U.S.C. 151:

By a small entity (§ 1.5(f)) ....ccceoeerernnnn. 28.00
By other than a small entity...........uc... 56.00

(m) For filing a petition (1) for revival of
an unintentionally abandoned applica-
tion or (2) for the unintentionally de-
layed payment of the fee for issusing a
patent:

By a small entity (§ 1.9(0)) ..cccoovvervrvennas
By other than a small entity ..................

(n) For requesting publication of a statu-
tory invention registration prior to the
mailing of the first examiner’s action
pursuant to § 1.104—$400.00 reduced by
the amount of the application basic filing
fee paid.

(o) For requesting publication of a statu-
tory invention registration after the
mailing of the first examiner’s action
pursuant to § 1.104—$800.00 reduced by
the amount of the application basic filing

fee paid.

860.00

280.00
560.00

(35 U.S.C. 6, Pub. L. 97-247; 1S U.S.C. 1113, 1123; 35 US.C. 6, 41,
181—188; Export Adminisiration Act of 1979, as amended; Arms
Export Control Act, as amended; Atomic Energy Act of 1954, as
amended; Wuclear Non-Proliferation Act of 1978, and the delega-
tions in the regulations under these acts to the Commissioner by
regulations (1S CFR 370.10(j); 22 CFR 125.04, and 10 CFR 810.7))

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para. (h), 48 FR 2706, Jan. 20, 1983, effective date Feb. 27, 1983,
para. (h), 49 FR 13461, Apr. 4, 1984, effective date June 4, 1984;
para. (h), 49 FR 34724, Aug. 31, 1984, effective date Nov, 1. 1984;
paras. (€), (&), (h) & (i), 49 FR 48416, Dec. 12, 1984, effective date
Feb. 11, 1985; paras. (h), (n) & (c), 50 FR 9379, Mar. 7, 1985, effec-
tive date May 8, 1985; 50 FR 31824, Aug. 6, 1985, effective date
Oct. 5, 1985]

1.18 Patent issue fees.

(a) Issue fee for issuing each original or
reissue patent, except a design or plant
patent:

By a small entity (§ 1.9(f)) ...cooevvvvnennns
By other than a small entity ..................
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(b) Issue fee for issuing a design patent:

By a small entity (§ 1.9(f)) .....cceovreerennes 100.00

By other than a small entity .................. 200.00
(c) Issue fee for issuing a plant patent:

By a small entity (§ 1.9(f)) ...ccocovveverennnnns 140.00

By other than a small entity .................. 280.00

(35 US.C. 6, 15 USC. 1113, 1123)

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982; 50
FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985}

1.19 Document supply fees.

The Patent and Trademark Office will supply
copies of the following documents upon payment of
the fees indicated:

(a) Uncertified copies of Office docu-
ments:

(1) Printed copy of a patent, includ-

ing a design patent, statutory in-

vention registration, or defensive

publication document, except color

plant patent or color statutory in-
vention registration ............ceeeveeeviveenns 1.50

(2) Printed copy of a plant patent or

statutory invention registration in

T70) (o] RO PR 6.00
(3) Copy of patent application as
71 1T SR 9.00

(4) Copy of patent file wrapper and

contents, each 200 pages or frac-

tion thereof .........cccecrmniineariieninnnine 75.00
(5) Copy of Office records, except as

otherwise provided in this section,

PET PAZE.....corrcrvnrirnrirensermseeesesinsnisnes 0.50
(6) Microfiche copy of microfiche,

per microfiche ........ccccverveenrervciincinne 0.50
(7) Copy of patent assignment record .. 1.50

(b) Certified copies of Office documents:
(1) For certifying Office records, per
CeTtifiCate .....covvreeveererrecerrenrnresanrecencrons 3.00
{2) For a search of assignment
records, abstract of title and certifi-
Cation, per patent........ccccoeeevvcvivsrsvrerans 12.00
(c) Subscription services:
(1) Subscription orders for printed
copies of patents as issued, annual
service charge for entry of order
and ten subclasses.......ccocevvernreicverinnne 7.00
(2) For annual subscription to each
additional subclass in addition to
the ten covered by the fee under
paragraph (c)(1) of this section, per
SUBCIASS......cccviirrerreererirseesirrsneseenenenns 0.70
(d) Library service (35 U.S.C. 13): For
providing to libraries copies of all pat-
ents issued annually, per annum................ 50.00
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(e) List of patents in subclass: o
(1) For list of all United States pat—, -
ents and statutory invention regls-
trations in a subclass, per 100 num-.
bers or fraction thereof ............cevrurn
(2) For list of United States patents
and statutory invention registra-
tions in a subclass limited by date
or number, per 50 numbers or frac-
HOR thereof ....occerrvercnioecroninnsensscionncns
(f) Microfiche copy of patent file record.....
(g) Uncertified statement as to status of
the payment of maintenance fees due
on a patent or expiration of a patent ........
(h) Uncertified copy of a non-United
States patent document, per document....
(i) To compare and certify copies made
from Patent and Trademark Office
records but not prepared by the Patent
and Trademark Office, per copy of
s FaTat) ) 1111 1 USRS
(j) Additional filing receipts:
Puplicate .......cccocvvevrevversecserrenrerserensenvnsensensens
Corrected due to applicant error..................

1.00

1.00
6.00

3.00

{OMB Control No. 0651-0010}
(35 US.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982;
para. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984;
paras. (f) & (g) added, 49 FR 34724, Aug. 31, 1984, effective date
Nov. 1, 1984; paras. (a) & (e}, 50 FR 9379, Mar. 7, 1985, effective
date May 8, 1985; 50 FR 31824, Aug. 6, 1985, effective date Oct. 5,

1985]
Post-igsuance fees.

(a) For providing a certificate of correc-
tion of applicant’s mistake (§ 1.323)..........
(b) Petition for correction of inventorship
in patent (§ 1.324)....cccvvmvvvrvcrrunerevrnecnnnn,
(¢) For filing a request for reexamination
[C T3 (1 )
(d) For filing each statutory disclaimer
(€20 75 73 1 T PO
By a small entity (§ 1.9()) ......ccovvevennnene
By other than a small entity ..................
(e) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application fifed on or after
December 12, 1980 and before August
27, 1982, in force beyond 4 years; the
fee is due by three years and six months
after the original grant.........cceceevvcevveveciras
(f) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before August
27, 1982, in force beyond 8 years; the
fee is due by seven years and six
months after the original grant ................

140.00
1,770.00

28.00
56.00

225.00

445.00

Rev. 1, Oct. 1985
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(g) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
December 12, 1980 and before August
27, 1982, in fcrce beyond 12 years; the
fee is due by eleven years and six
months after the original grant .................

(h) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
August 27, 1982, in force beyond 4
years; the fee is due by three years and
six months after the original grant:

By a small entity (§ 1.9()) .....ccevuerrenneenn
By other than a small entity ..................

(i) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
August 27, 1982, in force beyond 8§
years; the fee is due by seven years and
six months after the original grant:

By a small entity (§ 1.9()) ..ccoevvevevvveenenne
By other than a small entity ..................

(j) For maintaining an original or reissue
patent, except a design or plant patent,
based on an application filed on or after
August 27, 1982, in force beyond 12
years; the fee is due by eleven years
and six months after the original grant:

By a small entity (§ 1.9()) .......ccoovreruee
By other than a small entity ..................

(k) Surcharge for paying a maintenance
fee during the 6-month grace period
following the expiration of three years
and six months, seven years and six
months, and eleven years and six
months after the date of the original
grant of a patent based on an applica-
tion filed on or after December 12,
1980 and before August 27, 1982..............

() Surcharge for paying a maintenance
fee during the 6-month grace period
following the expiration of three years
and six months, seven years and six
months, and eleven years and six
months after the date of the original
grant of a patent based on an applica-
tion filed on or after August 27, 1982:

By a smali entity (§ 1.9(f)) ....ccoocoennnene.
By other than a small entity .................

(m) Surcharge for accepting a mainte-
nance fee after expiration of a patent
for non-timely payment of a mainte-
nance fee where the delay in payment
is shown to the satisfaction of the Com-
missioner to have been unavoidable..........

(35 US.C. 6; 15 U.S.C. 1113, 1123)
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670.00

225.00
450.00

445.00
890.00
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[Added 47 FR 41274, Sept. 17, 1982, effective date Oct. 1, 1982;
© paraw, (%), (1) & (m) added, 49 FR 34724, Aug. 31, 1984, effective
Nov. {, 1984; paras. {e), (f), (g) & (m), 50 FR 9379, Mar. 7, 1985,
‘effective date May 8, 1985; 50 FR 31825, Aug. 6, 1985, effective
date Qct. 5, 1985]

121 - Miscellaneous fees and charges.

The Patent and Trademark Office has established
the following fees for the services indicated:

(@) Registration of attorneys and agents:
(1) For admission to examination for
registration to practice, fee payable

upon application .......ccoeucvuereeeanereannen $250.00
(2) On registration to practice............... 81.00
(3) For reinstatement to practice .......... 9.00
(4) For certificate of good standing

as an attorney or agent.......c.occceerrreenne 10.00
Suitable for framing .......c.cccecereevereeenenenes 88.00
(5) For review of a decision of the

Director of Enroliment and Disci-

pline under § 10.2(C).....cccecervrererarnene. 92.00
(6) For requesting regrading of an

examination under § 10.7(C).ccc.ceecunee. 92.00

(b) Deposit accounts:

(1) For establishing or reinstating a

deposit aCCOUNL.......ccovvvervveenseerersennaes 8.00

(2) Service charge for each month

when the balance at the end of the

month is below $1,000 ...........ccceveu..e. 20.00
(3) Service charge for each month

when the balance at the end of the

month is below $300 for restricted

subscription deposit accounts used

exclusively for subscription order

of patent copies as issued................... 20.00
(c) Disclosure document: For filing a dis-
closure dOCUMENt .cceueercereirserercvseriersersncnns 6.00
(d) Delivery box: Local delivery box
rental, per anMUMm .......cocvreervesnsneresreressenerans 43.00

(e) International-type search reports: For

preparing an international-type search

report of an international-type search

made at the time of the first action on

the merits in a national patent applica-

HOM c.cneeveevrervrverersvnsrsssssssssssssssossasssonsssassrosse 28.00
() Search of Office records: For search-

ing Patent and Trademark Office

records for purposes not otherwise

specified, per one-half hour or fraction

LHELEOS v rsecereeercrssssrsssassansesussssnrvsrsarsssssessons 14.00
(g) CopiShare card: Cost per CoOpy.......ccc..... 0.20
(h) Recording of documents:
(1) For recording each assignment,

agreement or other paper relating

to the property in a patent or ap-

PHCAtION. ...coveracarecrvrvrirernvrnsrnsissonenenas 7.00
(2) Where a document to be recorded

under paragraph (h)(1) of this sec-

tion refers to more than one patent

or application, for each additional

patent or application .............ceevinnane 2.00
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(i) Publication in Official Gazette: For

publication in the Official Gazette of a

notice of the availability of an applica-

tion or a patent for licensing or sale,

each applicaiion or patent.........ccocvrreunuenes 7.00
() For a duplicate or replacement of a

permanent Office user pass (There is no

charge for the first permanent user

12 5.1) SOOI 5.00
(k) For items and services, that the Com-

missioner finds may be supplied, for

which fees are not specified by statute

or by this part such charges as may be

determined by the Commissioner with

respect to each such item or service......... actual cost
() For processing and retaining any appii-

cation abandoned pursuant to § 1.53(d)

unless the required basic filing fee has

been paid......ccoeiniiniinininnniiinnen, 100.00
(m) For processing each check returned
“unpaid” by a bank........cecoiiciniiniisinninnen, 20.00

[OMB Control No. 0651-0010]

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

[Added 47 FR 41274, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (b) & (1), 49 FR 553, Jan. 4, 1984, effective date Apr. 1,
1984; paras. (2}{5) & (6) added, 50 FK 5171, Feb. 6, 1985, effective
Apr. 8 1985; 50 FR 31825, Aug. 6, 1985, effective date Oct. 5,
1985]

1.22 Fees payable in advance.

(a) Patent and trademark fees and charges payable
to the Patent and Trademark Office are required to be
paid in advance, that is, at the time of requesting any
action by the Office for which a fee or charge is pay-
able with the exception that under § 1.53 applications
for patent may be assigned a filing date without pay-
ment of the basic filing fee.

(b) All patent and trademark fees paid to the Patent
and Trademark Office should be itemized in each in-
dividual application, patent or other proceeding in
such a manner that it is clear for which purpose the
fees are paid.

(35 U.S.C. 6, Pub. L. 97-247)
{48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983]

1.23 Method of payment.

All payments of money required for Patent and
Trademark Office fees, including fees for the process-
ing of international applications (§ 1.445), should be
made in U.S. specie, Treasury notes, national bank
notes, post office money orders, or by certified check.
If sent in any other form, the Office may delay or
cancel the credit until collection is made. Money
orders and checks must be made payable to the Com-
missioner of Patents and Trademarks. Remittances
from foreign countries must be payable and immedi-
ately negotiable in the United States for the full
amount of the fee required. Money sent by mail to the
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Patent and Trademark Office will be at the risk of the
sender; letters containing money should be registered.
(Pub. 1. 94-131, 89 Stat. 685)
[43 FR 20462, May 11, 1978]

1.24 Coupons.

Coupons in denominations of one dollar for the pur-
chase of trademark registrations and one dollar and
fifty cents for the purchase of patents, designs, defen-
sive publications, and statutory invention registrations
are sold by the Patent and Trademark Office for the
convenience of the general public; these coupons may
not be used for any other purpose. The one dollar
coupons are sold individually and in books of 50 with
stubs for record for $50 and the one dollar and fifty
cent coupons are sold individually and in books of 50
with stubs for record for $75. These coupons are
good until used; they may be transferred but cannot
be redeemed.

[OMB Control No. 0651-0010])
(35 U.S.C. 6, Pub. L. 97-247)
f$8 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983; 47 FR

41274, Sept. 17, 1982, effective date Oct. 1, 1982; 50 FR 31825,
Aug. 6, 1985, effective date Oct. 5. 1955}

1.25 Deposit accounts,

(a) For the convenience of attorneys, agents, and
the general public in paying any fees due, in ordering
services offered by the Office, copies of records, etc.,
depaosit accounts may be established in the Patent and
Trademark Office upon payment of the fee for estab-
lishing a deposit account (§ 1.21(b)(1)). A minimum
deposit of $1,000 for paying any fees due or in order-
ing any services offered by the Office. However, a
minimum deposit of $300 may be paid to establish a
restricted subscription deposit account used exclusive-
Iy for subscription order of patent copies as issued. At
the end of each month, a2 deposit account staternent
will be rendered. A remittance must be made prompt-
ly upon receipt of the statement to cover the value of
items or services charged to the account and thus re-
store the account to its established normal deposit. An
amount sufficient to cover all fees, services, copies,
etc., requested must always be on deposit. Charges w0
accounts with insufficient funds will not be accepted.
A service charge (§ 1.21(b)(2)) will be assessed for
each month that the balance at the end of the month
is below $1,000. For restricted subscription deposit
accounts, a service charge (§ 1.21(b)(3)) will be as-
sessed for each month that the balance at the end of
the month is below $300.

(b) Filing, issue, appeal, international-type search
report, international application processing, petition,
and post-issuance fees may be charged against these
accounts if sufficient funds are on deposit to cover
such fees. A general authorization to charge all fees,
or only certain fees, set forth in §§1.16 to 1.18 to a
deposit account containing sufficient funds may be
filed in an individual application, either for the entire
pendency of the application or with respect to a par-
ticular paper filed. An authorization to charge to a
deposit account the fee for a request for reexamina-
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tion pursuant to § 1.510 and any other fees required in
a reexamination proceeding in a patent may also be
filed with the request for reexamination. An authori-
zation to charge a fee to a deposit account will not’
considered payment of the fee on the date the authori-
zation to charge the fee is effective as to the particu-
lar fee to be charged unless sufficient funds are
present in the account to cover the fee.

{OMB Control No. 0651-0010}
(35 U.S.C. 6, Pub. L. 97-247)

[49 FR 553, Jan. 4, 1984, cffective date Apr. 1, 1984; 47 FR 41274,
Sept. 17, 1982, effective date Oct. 1, 1982; 50 FR 31826, Aug. 6,
1985, effective date Oct. 5, 1985]

1.26 Refunds.

(a) Money paid by actual mistake or in excess, such
as a payment not required by law, will be refunded,
but a mere change of purpose after the payment of
money, as when a party desires to withdraw an appli-
cation, an appeal, or a request for oral hearing, will
not entitle a party to demand such a return. Amounts
of one dollar or less will not be returned unless specif-
ically demanded within a reasonable time, nor will the
payer be notified of such amount; amounts over one
dollar may be returned by check or, if requested, by
credit to a deposit account.

(b) [Reserved]

(c) If the Commissioner decides not to institute a
reexamination proceeding, a refund of $1,300.00 will
be made to the requester of the yroceeding. Reexam-
ination requesters should indicate whether any refun
should be made by check or by credit to a deposit ac
count.

(35 U.S.C. 6; 15 U.S.C. 1113, 1123)

[47 FR 41274, Sept. 17, 1982, effective date Oct. 1, 1982; 50 FR
31826, Aug. 6, 1985, effective date Oct. 5, 1985}

1.27 Statement of status as small entity.

(a) Any person seeking to establish status as a small
entity (§ 1.9(f) of this part) for purposes of paying fees
in an application or a patent must file a verified state-
ment in the application or patent prior to or with the
first fee paid as a small entity. Such a verified state-
ment need only be filed once in an application or
patent and remains in effect until changed.

(b) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of an independent
inventor must be signed by the independent inventor
except as provided in § 1.42, § 1.43, or § 1.47 of this
p:--i, and must aver that the inventor qualifies as an
independent inventor in accordance with § 1.9(c) of
this part. Where there are joint inventors in an appli-
cation, each inventor must file a verified statement es-
tablishing status as an independent inventor in order
to qualify as a small entity. Where any rights have
been assigned, granted, conveyed, or licensed, or
there is an obligation to assign, grant, convey, or li-
cense, any rights to a small business concern, a no
profit organization, or any other individual, a veriﬁ'
statement must be filed by the individual, the owne
of the small business concern, or an official of the
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small business concern or nonprofit organization em-
powered to act on behalf of the small business con-
cern or nonproﬁt orgamzatlon averring to their status.
For purposes of a verified statement under this para-
graph, a license to a Federal agency resulting from a
funding agreement with that agency pursuant to 35
U.S.C. 202(c)(4) does not constitute a license as set
forth in § 1.9 of this part.

(c) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of a small business
concern must (1) be signed by the owner or an offi-
cial of the small business concern empowered to act
on behalf of the concern; (2) aver that the concern
qualifies as a small business concern as defined in
§ 1.9(d); and (3) aver that exclusive rights to the in-
vention have been conveyed to and remain with the
small business concern, cr if the rights are not exclu-
sive, that all other rights belong to small entities as
defined in § 1.9. Where the rights of the small busi-
ness concern as a small entity are not exclusive, a
verified statement must also be filed by the other
small entities having rights averring to their status as
such. For purposes of a verified statement under this
paragraph, a license to a Federal agency resulting
from a funding agreement with that agency pursuant
to 35 U.S.C. 202(c)4) does not consititute a license as
set forth in § 1.9 of this part.

(d) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of a nonprofit orga-
nization must (1) be signed by an official of the non-
profit organization empowered fo act on behalf of the
organization; (2) aver that the organization qualifies as
a nonprofit organization as defined in § 1.9(¢) of this
part specifying under which one of § 1.9(e} (1), (2),
(3), or (4) of this part the organization qualifies; and
(3) aver that exclusive rights to the invention have
been conveyed to and remain with the organization or
if the rights are not exclusive, that all other rights
belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a
small entity are not exclusive, a verified statement
must also be filed by the other small entities having
rights averring to their status as such. For purposes of
a verified statement under this paragraph, a license to
a Federal agency resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(c)(4) does
not constitute a conveyance of rights as set forth in
this paragraph.

[OMB Control No, (651-0011]

(35 U.S.C. 6, Pub. 1., 97-247; 15 US.C. 1113, 1123)

{47 FR 40139, Sept. 10, 1982, added effective Oct. 1, 1982: para. (c)

added, 47 FR 43276, Sept. 30, 1982, effective date Oct. 1, 1982;

paras. (b), (¢), & (d), 49 FR 553, Jan. 4, 1984, effective date Apr. 1,

1984]

1.28 Effect on fees of failure to establish
status, or change status, as a small entity.

(a) The failure to establish status as a small entity
(§6 1.9(f) and 1.27 of this part) in any application or
patent prior to paying, or at the time of paying, any
fee precludes payment of the fee in the amount estab-
lished for small entities. A refund pursuant to § 1.26
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of this part, based .on, establishment of small entlty

status, of a portion of fees tlmely pald in full prior to
_establishing status as a small entity may ‘only be ob-

tained if a verified statement under §1.27 and a re-
quest for a refund of the excess amount are filed
within two months of the date of the tlmely payment
of the full fee. The two-month time period is not ex-
tendable under § 1.136. Status as a small entity is
waived for any fee by the failure to establish the
status prior to paying, at the time of paying, or within
two months of the date of payment of, the fee. Status
as a small entity must be specifically established by a
verified statement filed in each application or patent
in which the status is available and desired, except
those applications filed under § 1.60 or § 1.62 of this
part where the status as a small entity has been estab-
lished in a parent application and is still proper. Once
status as a small entity has been established in an ap-
plication or patent, the status remains in that applica-
tion or patent without the filing of a further verified
statement pursuant to § 1.27 of this part unless the
Office is notified of a change in status. Status as a
small entity in one application or patent does not
affect any other application or patent, including appli-
cations or patents which are directly or indirectly de-
pendent upon the application or patent in which the
status has been established, except those filed under
§1.60 or § 1.62 of this part. Applications filed under
§ 1.60 or § 1.62 of this part must include a reference
to a verified statement in a parent application if status
as a small entity is still proper and desired.

(b) Once status as a small entity has been estab-
lished in an application or patent, fees as a small
entity may thereafter be paid in that application or
patent without regard to a change in status until the
issue fee is due or any maintenance fee is due. Notifi-
cation of any change in status resulting in loss of enti-
tlement to small entity status must be filed in the ap-
plication or patent prior to paying, or at the time of
paying, the earliest of the issue fee or any mainte-
nance fee due after the date on which status as a small
entity is no longer appropriate pursuant to § 1.9 of
this part. The notification of change in status may be
signed by the applicant, any person authorized to sign
on behalf of the assignee, or an attorney or agent of
record or acting in a representative capacity pursuant
to § 1.34(a) of this part.

(c) If status as a small entity is established in good
fzith, and fees as a small entity are paid in good faith,
iu any application or patent, and it is later discovered
that such status as a small entity was established in
error or that through error the Office was not notified
of a change in status as required by paragraph (b) of
this section, the error will be excused (1) if any defi-
ciency between the amount paid and the amount due
is paid within three months after the date the error
occurred or (2) if any deficiency between the amount
paid and the amount due is paid more than three
months after the date the error occurred and the pay-
ment is accompanied by a verified statement explain-
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ing how the error in good faith occurred and how
and when it was discovered. -

(dX1) Any attempt to fraudulently (i) establish
status as a small entity or (ii) pay fees as a small entity
shall be considered as a fraud practiced or attempted
on the Office.

(2) Improperly and through gross negligence (i) es-
tablishing status as a small entity or (ii) paying fees as
a small entity shall be considered as a fraud practiced
or attempted on the Office. See §§ 1.56(d) and 1.555
of this part.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)
[47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982; para.

(a), 49 FR 553, Jan. 4, 1984, effective date Apr. 1, 1984]
Subpart B—National Processing Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT
OF ATTORNEY OR AGENT

Applicants may be represented by a regis-
tered attorney or agent.

An applicant for patent may file and prosecute his
or her own case, or he or she may be represented by
a registered attorney, registered agent, or other indi-
vidual authorized to practice before the Patent and
Trademark Office in patent cases. See §§ 10.6 and 10.9
of this subchapter. The Patent and Trademark Office
cannot aid in the selection of a registered attorney or
agent.

[OMB Control No. 0651-0011]
[S0 FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985)

1.32 Prosecution by assignee.

The assignee of record of the entire interest in an
application for patent is entitled to conduct the pros-
ecution of the application to the exclusion of the in-
ventor.

133

1.31

Correspondence respecting patent applica-
tions, reexamination proceedings, and other
proceedings.

(a) The residence and post office address of the ap-
plicant must appear in the oath or declaration if not
stated elsewhere in the application. The applicant may
also specify and an attorney or agent of record may
specify a correspondence address to which communi-
cations about the application are to be directed. All
notices, official letters, and other communications in
the case will be directed to the correspondence ad-
dress or, if no such correspondence address is speci-
fied, to an attorney or agent of record (see § 1.34(b)),
or, if no attorney or agent is of record, to the appli-
cant, or to any assignee of record of the entire interest
if the applicant or such assignee so requests, or to an
assignee of an undivided part if the applicant so re-
quests, at the post office address of which the Office
has been notified in the case. Amendments and other
papers filed in the application must be signed: (1) By
the applicant, or (2) if there is an assignee of record
of an undivided part interest, by the applicant and
such assignee, or (3) if there is an assignee of record
of the entire interest, by such assignee, or (4) by an
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attorney or agent of record, or (5) by a registered at-
torney or agent not of record who acts in a represent-
ative capacity under the provisions of § 1.34(a).
Double correspondence with an applicant and his at-
torney or agent, or with more than one attorney or
agent, will not be undertaken. If more than one attor-
ney or agent be made of record and a correspondencs
address has not been specified, correspondence will be
held with the one last made of record.

(b) An applicant who has not made of record a reg-
istered attorney or agent may be required to state
whether he received assistance in the preparation or
prosecution of his application, for which any compen-
sation or consideration was given or charged, and if
so, to disclose the name or names of the person or
persons providing such assistance. This includes the
preparation for the applicant of the specification and
amendments or other papers to be filed in the Patent
and Trademark Office, as well as other assistance in
such matters, but does not include merely making
drawings by drafismen or stenographic services in
typing papers.

(c) All notices, official letters, and other communi-
cations for the patent owner or owners in a reexam-
ination proceeding will be directed to the attorney or
agent of record (see § 1.34(b)) in the patent file at the
address listed on the register of patent attorneys and
agents maintained pursuant to §§ 10.5 and 10.11 or, if
no attorney or agent is of record, to the patent owner
or owners at the address or addresses of record.
Amendments and other papers filed in a reexamina-
tion proceeding on behalf of the patent owner must
be signed by the patent owner, or if there is more
than one owner by all the owners, or by an attorney
or agent of record in the patent file, or by a registered
attorney or agent not of record who acts in a repre-
sentative capacity under the provisions of § 1.34(a).
Double correspondence with the patent owner or
owners and the patent owner’s attorney or agent, or
with more than one attorney or agent, will not be un-
dertaken. If more than one attorney or agent is of
record and a correspondence address has not been
specified, correspondence will be held with the last
attorney or agent made of record.

(d) A “correspondence address” or change thereto
may be filed with the Patent and Trademark Office
during the enforceable life of the patent. The “corre-
spondence address” will be used in any correspond-
ence relating to maintenance fees unless a separate
“fee .Jdress” has been specified. See § 1.363 for “fee
address” used solely for maintenance fee purposes.
[OMB Control Nos. 0651-0010 & 0651-0011}

[36 FR 12617, July 2, 1971; 46 FR 29181, May 28, 198]; para. (d)

added, 49 FR 34724, Aug. 31, 1984, effective date Nov. 1, 1984;
para. (c), 50 FR 5171, Feb. 6, 1985, cffective date Mar. 8, 1985}

1.34 Recognition for representation.

(a) When a registered attorney or agent acting in a
representative capacity appears in person or signs a
paper in practice before the Patent and Trademark
Office in a patent case, his or her personal appearance
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or signature shall constitute a- representation to the
Patent and Trademark Office that under the provi-
sions of this Subchapter and the law, he or she is au-
thorized to represent the particular party in whose
behalf he or she acts. In filing such a paper, the regis-
tered attorney or agent should specify his or her reg-
istration number with his or her signature. Further
proof of authority to act in a representative capacity
may be required.

(b) When an attorney or agent shall have filed his
or her power of attorney, or authorization, duly exe-
cuted by the person or persons entitled to prosecute
an application or a patent involved in a reexamination
proceeding, he or she is a principal attorney of record
in the case. A principal attorney or agent, so appoint-
ed, may appoint an associate attorney or agent who
shall also then be of record.

{OMB Control No. 0651-0011]

[46 FR 29181, May 29, 1981; para. (2), 50 FR 5171, Feb. 6, 1985,
effective date Mar. 8, 1985]

1.36 Revocation of power of attorney or au-
thorization; withdrawal of attorney or agent.

A power of attorney or authorization of agent may
be revoked at any stage in the proceedings of a case,
and an attorney or agent may withdraw, upon appli-
cation to and approval by the Commissioner. An at-
torney or agent, except an associate attorney or agent
whose address is the same as that of the principal at-
torney or agent, will be notified of the revocation of
the power of attorney or authorization, and the appli-
cant or patent owner will be notified of the with-
drawal of the attorney or agent. An assignment will
not of itself operate as a revocation of a power or au-
thorization previously given, but the assignee of the
entire interest may revoke previous powers and be
represented by an attorney or agent of the assignee’s
own selection. See § 1.613(d) for withdrawal of an at-
torney or agent of record in an interference.

[OMB Control No. 0651-0011]
[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985}

WHO MAaY APPLY FOR A PATENT

141 Applicant for patent.

(a) A patent must be applied for in the name of the
actual inventor or inventors. Full names must be
stated, including the family name and at least one
given name without abbreviation together with any
other given name or initial.

(b) Unless the contrary is indicated the word “ap-
plicant” when used in these sections refers to the in-
ventor or joint invemtors who are applying for a
patent, or to the person mentioned in §61.42, 1.43, or
& 1.47 who is applying for a patent in place of the in-
ventor.

(c) Any person authorized by the applicant may file
an application for patent on behalf of the inventor or
inventors, but an oath or declaration for the applica-
tion (§1.63) can only be made in accordance with

§ 1.64.
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(d) A showing may be required from the person
filing the application that the filing was authorized

. where such authorization comes into question.
(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983}

142 When ‘the inventor is dead.

In case of the death of the inventor, the legal repre-
sentative (executor, administrator, etc.}) of the de-
ceased inventor may make the necessary oath or dec-
laration, and apply for and obtain the patent. Where
the inventor dies during the time intervening between
the filing of the application and the granting of a
patent thereon, the letters patent may be issued to the
legal representative upon proper intervention.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983, effective date Feb, 27, 1983]

1.43 When the inventor is insane or legally in-
capacitated.

In case an inventor is insane or otherwise legally in-
capacitated, the legal representative (guardian, conser-
vator, etc.) of such inventor may make the necessary
oath or declaration, and apply for and obtain the
patent.

(35 US.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983)

1.44 Proof of authority.

In the cases mentioned in §§ 1.42 and 1.43, proof of
the power or authority of the legal representative
must be recorded in the Patent and Trademark Office
or filed in the application before the grant of a patent.

(35 US.C, 6, 111, 116, 117, 118)

1.48 Joint inventors,

(a) Joint inventors must apply for a patent jointly
and each must make the required oath or declaration:
neither of them alone, nor less than the entire number,
can apply for a patent for an invention invented by
them jointly, except as provided in § 1.47.

(b) Inventors may apply for a patent jointly even
though

(1) They did not physically work together or at the
same time,

(2) Each inventor did not make the same type or
-:aount of contribution, or

(3) Each inventor did not make a contribution to
the subject matter of every claim of the application.

(c) If mulitiple inventors are named in an applica-
tion, each named inventor must have made a contri-
bution, individually or jointly, to the subject matter of
at least one claim of the application and the applica-
tion will be considered to be a joint application under
35 U.S.C. 116.

{paras. (b) & (c), 47 FR 41274, Sept. 17, 1982, effective date Oct. 1,

1982; 48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983; 50 FR
9379, Mar. 7, 1985, effective date May 8, 1985]
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146  Assigned inventions and patents.

In case the whole or a part interest in the invention
or in the patent to be issued is assigned, the applica-
tion must still be made or authorized to be made, and
an oath or declaration signed, by the inventor or one
of the persons mentioned in §§ 1.42, 1.43, or 1.47.
However, the patent may be issued to the assignee or
Jjointly to the inventor and the assignee as provided in
§ 1.334.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983)

1.47 Filing when an inventor refuses to sign or
cannot be reached.

(a) If a joint inventor refuses to join in an applica-
tion for patent or cannot be found or reached after
diligent effort, the application may be made by the
other inventor on behalf of himself or herself and the
omitted inventor. The ocath or declaration in such an
application must be accompanied by a petition includ-
ing proof of the pertinent facts and by the required
fee (§ 1.17(h)) and must state the last known address
of the omitted inventor. The Patent and Trademark
Office shall forward notice of the filing of the applica-
tion to the omitted inventor at said address. Should
such notice be returned to the Office undelivered, or
should the address of the omitted inventor be un-
known, notice of the filing of the application shall be
published in the Official Gazette. The omitted inventor
may subsequently join in the application on filing an
oath or declaration of the character required by
€ 1.63. A patent may be granted to the inventor
making the application, upon a showing satisfactory
to the Commissioner, subject to the same rights which
the omitted inventor would have had if he or she had
been joined.

(b) Whenever an inventor refuses to execute an ap-
plication for patent, or cannot be found or reached
after diligent effort, a person to whom the inventor
has assigned or agreed in writing to assign the inven-
tion or who otherwise shows sufficient proprietary in-
terest in the matter justifying such action may make
application for patent on behalf of and as agent for
the inventor. The oath or declaration in such an appli-
cation must be accompanied by a petition including
proof of the pertinent facts and a showing that such
action is necessary to preserve the rights of the parties
or to prevent irreparabie damage, and by the required
fee (& 1.17(h)) and must state the last known address
of the inventor. The assignment, written agreemernt to
assign or other evidence of proprietary interest, or a
verified copy thereof, must be filed in the Patent and
Trademark Office. The Office shall forward notice of
the filing of the application to the inventor at the ad-
dress stated in the application. Should such notice be
returned to the Office undelivered, or should the ad-
dress of the inventor be unknown, notice of the filing
of the application shall be published in the Official
Gazette. The inventor may subsequently join in the
application on filing an oath or declaration of the
character required by § 1.63. A patent may be granted
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to the inventor upon a showing satisfactory to the
Commissioner. : - .

{35 U.S.C. 6, Pub. L. 97-247)

{47 FR 41275, Sept. 17, 1982, effective date Oct. 1, 1982; 48 Fl.
2709, Jan. 20, 1983, effective date Feb. 27, 1983}

148 Correction of inventorship.

(a) If the correct inventor or inventors are not
named in an application for patent through error
without any deceptive intention on the part of the
actual inventor or inventors, the application may be
amended to name only the actual inventor or inven-
tors. Such amendment must be diligently made and
must be accompanied by (a) a petition including a
statement of facts verified by the original named in-
ventor or inventors establishing when the error with-
out deceptive intention was discovered and how it oc-
curred; (b) an oath or declaration by each actual in-
ventor or inventors as required by § 1.63; (c) the fee
set forth in § 1.17(h); and (d) the written consent of
any assignee. When the application is involved in an
interference, the petition shall comply with the re-
quirements of this section and shall be accompanied
by a motion under § 1.634.

(b) If the correct inventors are named in the appli-
cation when filed and the prosecution of the applica-
tion results in the amendment or cancellation of
claims so that less than all of the originally named in-
ventors are the actual inventors of the invention being
claimed in the application, an amendment shall be
filed deleting the names of the person or persons wh
are not inventors of the invention being claimed. Th
amendment must be diligently made and shall be ac-
companied by:

(1) A petition including a statement indentifying
each named inventor who is being deleted and ac-
knowledging that the inventor’s invention is no longer
being claimed in the application, and

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed subject
matter by an inventor or inventors not named in the
application, the application may be amended pursuant
to paragraph (2) of this section to add claims to the
subject matter and name the correct inventors for the
application.

[OMB Control No. 0651-0018]

[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR
48416, Dec. 11, 1984, effective date Feb. 11, 1985; 50 FR 9379,
»e 7, 1985, effective date May 8, 1985]

THE APPLICATION

1.51 General requisites of an application.

(a) Applications for patents must be made to the
Commissioner of Patents and Trademarks. A com-
plete application comprises:

(1) A specification, including a claim or claims, see
§6 1.71 to 1.77.

(2) An oath or declaration, see §§ 1.63 and 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.8’
(4) The prescribed filing fee, see § 1.16.
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(b) Applicants are encouraged to file an information
disclosure statement. See §§ 1.97 through 1.99.

(c) Applicants may desire and are permitted to file
with, or in, the application an authorization to charge,
at any time during. the pendency- of the application,
any fees required under any of §§ 1.16 to 1.18 to a de-
posit account established and maintained in:accord-
ance with § 1.25.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

{42 FR 5593, Jan. 28, 1977; paras. (a) & (c), 47 FR 41275, Sept. 17,
1982, effective date Oct. 1, 1982 paras. (a) & (b), 48 FR 2709, Jan.
20, 1983, effective date Feb. 27, 1983]

1.52 Langusage, paper, writing, margins.

(a) The application, any amendments or corrections
thereto, and the oath or declaration must be in the
English language except as provided for in § 1.69 and
paragraph (d) of this section, or be accompanied by a
verified translation of the application and a translation
of any corrections or amendments into the English
language. All papers which are to become a part of
the permznent records of the Patent and Trademark
Office must be legibly written, typed, or printed in
permanent ink or its equivalent in quality. All of the
application papers must be presented in a form having
sufficient clarity and contrast between the paper and
the writing, typing, or printing thereon to permit the
direct reproduction of readily legible copies in any
number by use of photographic, electrostatic, photo-
offset, and microfilming processes. If the papers are
not of the required quality, substitute typewritten or
printed papers of suitable quality may be required.

(b) The application papers (specification, including
claims, abstract, oath or declaration, and papers as
provided for in §§1.42, 143, 147, etc.) and also
papers subsequently filed, must be plainly written on
but one side of the paper. The size of all sheets of
paper should be 8 to 8% by 10% to 13 inches (20.3 to
21.6 cm. by 26.6 to 33.0 cm.). A margin of at least ap-
proximately one inch (2.5 cm.) must be reserved on
the left-hand of each page. The top of each page of
the application, including claims must have a margin
of at least approximately % inch (2 cm.). The lines of
text must not be crowded too closely together; type-
written lines should be 1% or double spaced. The
pages of the application, including claims and ab-
stract, should be numbered consecutively, starting
with 1, the numbers being centrally located above or
preferably, below, the text.

(c) Any interlineation, erasure, cancellation of other
alteration of the application papers filed must be made
before the signing of any accompanying oath or dec-
laration pursuant to § 1.63 referring to those applica-
tion papers and should be dated and initialed or
signed by the applicant on the same sheet of paper.
No such alterations in the application papers are per-
missible after the signing of an oath or declaration re-
ferring to those application papers (§ 1.56(c)). After
the signing of the oath or declaration referring to the
application papers, amendments may only be made in
the manner provided by §§ 1.121 and 1.123-1.125.
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.+ {d).An application may. be filed in a language other
than English. A verified English transiation of  the
- non-English-language application and the fee set forth
in § 1.17(k) are required to be filed with the applica-
tion or within such time as may be set by the Office.

[OMB Control No. 0651-0011}
(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247; 15
US.C. 1113, 1123)

{43 FR 20462, May 11, 1978; paras. (a) & (d), 47 FR 41275, Sept.
17, 1982, effective date Oct. 1, 1982; para. (c), 48 FR 2709, Jan. 20,
1983, effective date Feb. 27, 1983; para. (d), 49 FR 554, Jan. 4,
1984, effective date Apr. 1, 1984)

1.53 Serial number, filing date, and completion
of application.

(a) Any application for a patent received in the
Patent and Trademark Office will be assigned a serial
number for identification purposes.

(b) The filing date of an application for patent is the
date on which (1) a specification containing a descrip-
tion pursuant to § 1.71 and at least one claim pursuant
to § 1.75, and (2) any drawing required by § 1.81(a),
are filed in the Patent and Trademark Office in the
name of the actual inventor or inventors as required
by § 1.41. No new matter may be introduced into an
application after its filing date (§ 1.118).

(c) If any application is filed without the specifica-
tion or drawing required by paragraph (b) of this sec-
tion, applicant will be so notified and given a time
period within which to submit the omitted specifica-
tion or drawing in order to obtain a filing date as of
the date of filing of such submission. If the omission is
not corrected within the time period set, the applica-
tion will be returned or otherwise disposed of: the fee,
if submitted, will be refunded less a $15.00 handling
fee.

(d) If an application which has been accorded a
filing date pursuant to paragraph (b) of this section
does not include the appropriate filing fee or an oath
or declaration by the applicant, applicant will be so
notified, if a correspondence address has been provid-
ed, and given a period of time within which to file
the fee, oath, or declaration and to pay the surcharge
as set forth in § 1.16(e) in order to prevent abandon-
ment of the application. If the required filing fee is
not timely paid, or if the processing and retention fee
set forth in § 1.21(1) is not paid within one year of the
date of mailing of the notification required by this
paragraph, the application will be disposed of. No
« pies will be provided or certified by the Office of
an application which has been disposed of or in which
neither the reguired basic filing fee nor the processing
and retention fee has been paid. The notification pur-
suant to this paragraph may be made simultaneously
with any notification pursuant to paragraph (c) of this
section. If no correspondence address is included in
the application, applicant has two months from the
filing date to file the fee, oath or declaration and to
pay the surcharge as set forth in § 1.16(e) in order to
prevent abandonment of the application or one year
from the filing date to pay the processing and reten-
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tion fee set forth in § 1.21(1) to prevent ‘disposal of the
application. . ~ SRR »

(e) ‘An application for a patent will not be placed
upon the files. for examination until all -its required
parts, complying with the rules relating thereto, are
received, except that certain minor informalities may
be waived subject to subsequent correction whenever
required.

(f) The filing date of an international application
designating the United States of America shall be
treated as the filing date in the United States of
America under PCT Articie 11(3), except as provided
in 35 U.S.C. 102(e)

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2709, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (b)

& (d), 49 FR 554, Jan. 4, 1984, effective date Apr. 1, 1984; para.
(c), 50 FR 31826, Aug. 6, 1985, effective date Oct. 5, 1985}

1.54 Parts of application to be filed together;
filing receipt.

(a) It is desirable that all parts of the complete ap-
plication be deposited in the Office together; other-
wise a letter must accompany each part, accurately
and clearly connecting it with the other parts of the
application. See § 1.53 with regard to completion of
an application.

(b) Applicant will be informed of the application
serial number and filing date by a filing receipt.

(35 US.C. 6, Pub. L. 97-247)
[48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983]

1.58 Claim for foreign priority.

(a) An applicant may claim the benefit of the filing
date of a prior foreign application under the condi-
tions specified in 35 U.S.C. 119 and 172. The claim to
priority need be in no special form and may be made
by the attorney or agent if the foreign application is
referred to in the oath or declaration as required by
§ 1.63. The claim for priority and the certified copy
of the foreign application specified in the second para-
graph of 35 U.S.C. 119 must be filed in the case of
interference (§ 1.630) when necessary to overcome the
date of a reference relied upon by the examiner; or
when specifically required by the examiner; and in all
other cases they must be filed not later than the date
the issue fee is paid. If the papers filed are not in the
English language, a2 translation need not be filed
except in the three particular instances specified in the
preceding sentence, in which event a sworn transla-
tion or a translation certified as accurate by a sworn
or official translator must be filed. If the priority
papers are submitted after the date the issue fee is
paid, they must be accompanied by a petition request-
ing their entry and the fee set forth in § 1.17(i).

(b) An applicant may under certain circumstances
claim priority on the basis of an application for an in-
ventor’s certificate in a country granting both inven-
tor’s certificates and patents. When an applicant
wishes to claim the right of priority as to a claim or
claims of the application on the basis of an application
for an inventor’s certificate in such a country under
35 U.S.C. 119, last paragraph (as amended July 28,
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1972), the applicant ‘or his or her attorney or ‘agent,

when submitting a claim for such right as specified in

- paragraph (a) of ‘this section, shall include an affidavi

or - declaration including a- specific statement " that,
upon ‘an. investigation, he ‘or she has satisfied himself
or herself that to the best of his or her knowledge the
applicant, when filing his or her application for the in-
ventor’s certificate, had the option to file an applica-
tion either for a patent or an inventor’s certificate as
to the subject matter of the identified claim or claims
forming the basis for the claim of priority.

(35 US.C. 6, Pub. L. 97-247)

[para. (b), 47 FR 41275, Sept. 17, 1982, effective date Oct. 1, 1982;
48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983; para. (b), 49
FR 554, Jan. 4, 1984, effective date Apr. 1, 1984; para. (a), 49 FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1.56 Duty of disclosure; fraud; striking or re-
jection of applications.

(@) A duty of candor and good faith toward the
Patent and Trademark Office rests on the inventor, on
each attorney or agent who prepares or prosecutes
the application and on every other individual who is
substantively involved in the preparation or prosecu-
tion of the application and who is associated with the
inventor, with the assignee or with anyone to whom
there is an obligation to assign the application. All
such individuals have a duty to disclose to the Office
information they are aware of which is material to the
examination of the application. Such information is
material where there is a substantial likelihcod that
reasonable examiner would consider it important in
deciding whether to allow the application to issue as a
patent. The duty is commensurate with the degree of
involvement in the preparation or prosecution of the
application.

(b) Disclosures pursuant to this section must be ac-
companied by a copy of each foreign patent docu-
ment, non-patent publication, or other non-patent item
of information in written form which is being dis-
closed or by a statement that the copy is not in the
possession of the person making the disclosure and
may be made to the Office through an attorney or
agent having responsibility for the preparation or
prosecution of the application or through an inventor
who is acting in his or her own behalf. Disclosure to
such an attorney, agent or inventor shall satisfy the
duty, with respect to the information disclosed, of any
other individual. Such an attorney, agent or inventor
kas no duty to transmit information which is not ma-
werial to the examination of the application.

(c) Any application may be stricken from the files
if:

(1) An oath or declaration pursuant to § 1.63 is
signed in blank;

(2) An oath or declaration pursuant to § 1.63 is
signed without review therecof by the person making
the oath or declaration;

(3) An oath or declaration pursuant to §1.63 1.
signed without review of the specification, including
the claims, as required by § 1.63(b); or
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- (4) The application papers filed in the Office are al-
tered after the signing of an oath or declaration pursu-
ant to § 1.63 referring to those application papers.

(d) No patent will be granted on an application in
connection with which fraud on the Office was prac-
-ticed or attempted or the duty of disclosure was vio-
lated through bad faith or gross negligence. The
claims in an application shall be rejected if upon ex-
amination pursuant to 35 U.S.C. 131 and 132, it is es-
tablished by clear and convincing evidence (1) that
any fraud was practiced or attempted on the Office in
connection with the application, or in connection
with any previous application upon which the appli-
cation relies, or (2) that there was any violation of the
duty of disclosure through bad faith or gross negli-
gence in connection with the application, or in con-
nection with any previous application upon which the
application relies.

(e) The examination of an application for compli-
ance with paragraph (d) of this section will normally
be delayed until such time as (1) all other matters are
resolved, or (2) appellant’s reply brief pursuant to
§ 1.193(b) has been received and the application is
otherwise prepared for consideration by the Board of
Appeals, at which time the appeal will be suspended
for examination pursuant to paragraph (d) of this sec-
tion. The prosecution of the application will be re-
opened to the extent necessary to conduct the exami-
nation pursuant to paragraph (d) of this section in-
cluding any appeal pursuant to § 1.191. If an appeal
has already been filed based on a rejection on other
grounds, any further rejection under this section shail
be treated in accordance with § 1.193(c).

(f) Any member of the public may seek to have an
application stricken from the files pursuant to para-
graph (c) of this section by filing a timely petition to
strike the application from the files. Any such timely
petition and any accompanying papers will be entered
in the application file if the petition and accompany-
ing papers (1) specifically identify the application to
which the petition is directed, and (2) are either
served upon the applicant in accordance with § 1.248,
or filed with the Office in duplicate in the event serv-
ice is not possible. Any such petition filed by an attor-
ney or agent must be in compliance with § 10.18.

(g) A petition to strike an application from the files
submitted in accordance with the second sentence of
paragraph (f) of this section will be considered by the
Office. An acknowledgement of the entry of such a
petition in a reissue application file will be sent to the
member of the public filing the petition. A member of
the public filing such a petition in an application for
an original patent will not receive any communica-
tions from the Office relating to the petition, other
than the return of a self-addressed postcard which the
member of the public may include with the petition in
order to receive an acknowledgement by the Office
that the petition has been received. The Office will
communicate with the applicant regarding any such
petition entered in the application file and may re-
quire the applicant to respond to the Office on mat-
ters raised by the petition. The active participation of
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the member of the public filing a petition pursuant to
paragraph (f) of this section ends with the filing of the
petition and no further submission on behalf of the pe-
titioner will be acknowledged or considered unless
such submission raises new issues which could not
have been eariier presented, and thereby constitutes a
new petition. '

(h) Any member of the public may seek to have the
claims in an application rejected pursuant to para-
graph (d) of this section by filing a timely protest in
accordance with § 1.291. Any such protest filed by an
attorney or agent must be in compliance with § 10.18.

(i) The Office may require applicant to supply in-
formation pursuant to paragraph (a) of this section in
order for the Office to decide any issues relating to
paragraphs (c) and (d) of this section which are r.i . J
by a petition or a protest, or are otherwise disc . ..ed
by the Office.

(j) If any disclosure pursuant to this section does
not include a copy of each foreign patent document,
non-patent publication, or other non-patent item of in-
formation in written form which is being disclosed or
a statement that a copy thereof is not in the posses-
sion of the person making the disclosure, applicant
will be so notified and given a period of time within
which to file the copy or a statement that a copy is
not in the possession of the person making the disclo-
sure. The time period set may be extended under
§ 1.130.

[OMB Control No. 0651-0011]

(35 U.S.C. 6, Pub. L. 97-247)

{42 FR 5593, Jan. 28, 1977; paras. (d) & (e)-(i), 47 FR 21751, May
19, 1982, effective date July 1, 1982 para. (c), 48 FR 2710, Jan. 20,
1983, effective date Feb. 27, 1983; paras. (b) & (j), 49 FR 554, Jan.
4, 1984, effective date Apr. 1, 1984; paras. (d) & (h), 50 FR 5171,
Feb. 6, 1985, effective date Mar. 8, 1985]

§ 1.57 [Reserved)

48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983]

1.58 Chemical and mathematical formulas and
tables. ‘

(a) The specification, including the claims, may
contain chemical and mathematical formulas, but shall
not contain drawings or flow diagrams. The descrip-
tion portion of the specification may contain tables;
claims may contain tables either if necessary to con-
form to 35 U.S.C. 112 or if otherwise found to be de-
sirable.

{0) All tables and chemical and mathematical for-
mulas in the specification, including claims, and
amendments thereto, must be on paper which is flexi-
ble, strong, white, smooth, nonshiny, and durable in
order to permit use as camera copy when printing
any patent which may issue. A good grade of bond
paper is acceptable; watermarks should not be promi-
nent. India ink or its equivalent, or solid black type-
writer, should be used to secure perfectly black solid
lines.

(c) To facilitate camera copying when printing, the
width of formulas and tables as presented should be
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limited normally to 5 inches (12.7 cm.) so that it may
appesr as a single column in the printed patent If it is
not possible to limit the width of a formula or table to
5 inches (12.7 cm.), it is permissible to present the for-
mula or table with a maximum width of 10% inches
(213 cm.) and to place it sxdeways on the sheet.
Typewritten characters used in such formulas and
tables must be from a block (nonscript) type font or
lettering style having capital letters which are at least
0.08 inch (2.1 mm.) high (e.g., elite type). Hand letter-
ing must be neat, clean, and have a minimum charac-
ter height of 0.08 inch (2.1 mm.). A space at least Y
inch (6.4 mm.) high should be provided between com-
plex formulas and tables and the text. Tables should
have the lines and columns ¢f data closely spaced to
conserve space, consistent with high degree of legibil-
ity.

(Pub. L. 94-131. 89 Stat. 685)

[43 FR 20463, May 11, 1978}

1.59 Papers of application with filing date not
to be returned.

Papers in an application which has received a filing
date pursuant to § 1.53 will not be returned for any
purpose whatever. If applicants have not preserved
copies of the papers, the Office will furnish copies at
the usual cost of any application in which either the
required basic filing fee (§ 1.16) or the processing and
retention fee (§ 1.21(1)) has been paid. See § 1.618 for
return of unauthorized and improper papers in inter-
ferences.

[48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR 554,
Jan. 4, 1984, effective date Apr. 1, 1984; 49 FR 48416, Dec. 12,
1984, 50 FR 23123, May 31, 1985, effective date Feb. 11, 1985}

1.60 Continuation or divisional application for
invention disclosed in a prior application,

(a) A continuation or divisional application (filed
under the conditions specified in 35 U.S.C. 120 or 121
and § 1.78(a)), naming as inventors the same or less
than all the inventors named in a prior application and
which discloses and claims only subject matter dis-
closed in the prior application may be filed as a sepa-
rate application before the patenting or abandonment
of or termination of proceedings on the prior applica-
tion.

(b) An applicant may omit signing of the oath or
declaration in a continuation or divisional application
if (1) the prior application was a complete application
as set forth in §1.51(a), (2) applicant files a true copy
of the prior complete application as filed including
the specification (including claims), drawings, oath or
declaration showing the signature or an indication it
was signed, and any amendments referred to in the
oath or declaration filed to complete the prior appli-
cation, and (3) the inventors named in the continu-
ation or divisional application are the same or less
than all the inventors named in the prior application.
The copy of the prior application must be accompa-
nied by a statement that the application papers filed
are a true copy of the prior application and that no
amendments referred to in the oath or declaration
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filed to complete the prior application mtroduced new
matter therein. Su\.h statement miust be by the appll-
cant or appllcants attorney or agent and must be a
verified statement if made by a person no: registered
to practice before the Patent and Trademark Office.
Only amendments reducing the number of claims or
adding a reference to the prior application (§ 1.78(a))
will be entered before calculating the filing fee and
granting the filing date. If the continuation or divi-
sional application is filed by less than all the inventors
named in the prior application a statement must ac-
company the application when filed requesting dele-
tion of the names of the person or persons who are
not inventors of the invention being claimed in the
continuation or divisional application.

{OMB Control No. 0651-0011}

[48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR 554,
Jan. 4, 1984, effective date Apr. 1, 1984; 50 FR 9379, Mar. 7, 1985,
effective date May 8, 1985]

1.61 Filing of applications in the United States
of America as a Designated Office.

(a) To maintain the benefit of the international
filing date and cobtain an examination as to the patent-
ability of the invention in the United States, the appli-
cant shall furnish to the U.S. Patent and Trademark
Office not later than the expiration of 20 months from
the priority date: (1) A copy of the international ap-
plication with any amendments under PCT Article 19,
unless it has been previously communicated by the
International Bureau or unless it was originally filed
in the U.S. Patent and Trademark Office; (2) a trans-
lation of the international application and a translation
of any amendments under PCT Article 19 into the
English language, if originally filed in another lan-
guage; (3) the national fee (sce § 1.445(a)(4)); and (4)
an oath or declaration of the inventor (see § 1.70).

(b) If the translation of the international application,
oath or declaration, and national fee have not been
submitted by the applicant within twenty (20) months
from the priority date, such requirements may be met
within twenty-two (22) months from the priority date.
The payment of the surcharge set forth in
§ 1.445(a)(5) is required as a condition for accepting
the national fee or the oath or declaration later than
20 months after the priority date. The payment of the
processing fee set forth in § 1.445(a)(6) is required for
acceptance of an English translation later than 20
months after the priority date. Failure to comply with
these requirements will result in abandonment of the
apy-cation. The provisions of § 1.136 do not apply to
the 22 month period of this section.

(¢) If a copy of the amen:iments under PCT Article
19 is not communicated by the International Bureau
or a copy thereof and any necessary English transla-
tion thereof is not received by the end of 20 months
from the priority date, such failure will be regarded as
cancellation of the amendments under PCT Article 19
in the international application.

(d) Verification of the translation of the internation-
al application or any other document pertaining to an
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international appllcatlon may be requlred where it ls'

considered necessary, if the international appllcatlon
or other document was filed in a language other than
English.

[50 FR 9380, Mar. 7, 1935 effecnve date May 8, 1985]

1.62 File wrapper continuing procedure.

(@) A continuation, continuation-in-part, or division-
al application, which uses the specxﬁcatlon, drawings
and oath or declaration from a prior complete appli-
cation (§ 1.51(a)) which is to be abandoned, may be
filed before the payment of the issue fee, abandon-
ment of, or termination of proceedings on the prior
application. The filing date of an application filed
under this section is the date on which a request is
filed for an application under this section including
identification of the Serial Number, filing date, and
applicant’s name of the prior complete application. If
the continuation, continuation-in-part, or divisional
application is filed by less than all the inventors
named in the prior application a statement must ac-
company the application when filed requesting dele-
tion of the names of the person or persons who are
not inventors of the invention being claimed in the
continuation, continuation-in-part, or divisional appli-
cation.

(b) The filing fee for a continuation, continuation-
in-part, or divisional application under this section is
based on the number of claims remaining in the appli-
cation after entry of any preliminary amendment and
entry of any amendments under § 1.116 unentered in
the prior application which applicant has requested to
be entered in the continuing application.

(c) In the case of a continuation-in-part application
which adds and claims additional disclosure by
amendment, an oath or declaration as required by
8§ 1.63 must also be filed. In those situations where a
new oath or declaration is required due to additional
subject matter being claimed, additional inventors
may be named in the continuing application. In a con-
tinuation or divisional application which discloses and
claims only subject matter disclosed in a prior appli-
cation, no additional oath or declaration is required
and the application must name as inventors the same
or less than all the inventors named in the prior appli-
cation.

(d) If an application which has been accorded a
filing date pursuant to paragraph (2) of this section
does not include the appropriate basic filing fee pursu-
ant to paragraph (b) of this section, or an oath or dec-
faration by the applicant in the case of a continuation-
in-part application pursuant to paragraph (c) of this
section, apphcant will be so notified and given a
period of time within which to file the fee, oath, or
declaration and to pay the surcharge as set forth in
8 1.16(e) in order to prevent abandonment of the ap-
plication. The notification pursuant to this paragraph
may be made simultaneously with any notification of
a defect pursuant to paragraph (2) of this section.

(e) An application filed under this section will uti-
lize the file wrapper and contents of the prior applica-
tion to constitute the new continuation, continuation-
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-part, or dxvmonal apphcatlon but w1ll be a.smgned a
new application serial number. S

(f) The filing of an- apphcatlon under thxs section
will be construed to include a waiver of secrecy by
the applicant under 35 U.S.C. 122 to the extent that
any member of the public who is entitled. under the
provisions of 37 CFR 1.14 to access to, or information
concerning eitber the prior application or any con-
tinuing -application filed under the provisions of this
section may be given similar access to, or similar in-
formation concerning, the other application(s) in the
file wrapper.

(g) The filing of a request for a continuing applica-
tion under this section will be considered to be a re-
quest to expressly abandon the prior application as of
the filing date granted the continuing application.

(h) The applicant is urged to furnish the following
information relating to the prior and continuing appli-
cations to the best of his or her ability:

(1) Title as originally filed and as last amended;

(2) Name of applicant as originally filed and as last
amended;

(3) Current correspondence address of applicant;

(4) Identification of prior foreign application and
any priority claim under 35 U.S.C. 119.

(5) The title of the invention and names of the ap-
plicants to be named in the continuing application.

(i) Envelopes containing only application papers
and fees for filing under this section should be marked
“Box FWC".

[OMB Control No. 0651-0011]
(35 US.C. 6, Pub, L. 97-247)

{47 FR 47244, Oci. 25, 1982, added effective Feb, 27, 1983; 48 FR
2710, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (a) & (d), 49
FR 555, Jan. 4, 1984, effective date Apr. 1, 1984; paras. (a), (c) &
(h), 50 FR 9380, Mar. 7, 1985, effective date May 8, 1985)

OATH OR DECLARATION

1.63 Qath or declaration.

(a) An oath or declaration filed under § 1.51(a)(2) as
a part of an application must:

(1) Be executed in accordance with either § 1.66 or
§ 1.68;

(2) Xdentify the specification to which it is directed;

(3) Identify each inventor and the residence and
country of citizenship of each inventor; and

(4) State whether the inventor is a sole or joint in-
ventor of the invention claimed.

(b) In addition to meeting the requirements of para-
graph (a), the oath or declaration must state that the
person making the oath or declaration:

(1) Has reviewed and understands the contents of
the specification, including the claims, as amended by
any amendment specifically referred to in the oath or
declaration;

(2) Believes the named inventor or inventors to be
the original and first inventor or inventors of the sub-
ject matter which is claimed and for which a patent is
sought; and
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(3) Acknowledges the duty to disclose information

which is material to the examination of the appllca-'

tlon in accordance with § 1.56(a).’

(c) In addition to meeting the requirements of para-
graphs (a) and (b) of this section, the oath or declara-
tion in any application in which a claim for foreign
-priority is made pursuant to § 1.55 must identify the
foreign application for patent or inventor’s certificate
on which priority is claimed, and any foreign applica-
tion having a filing date before that of the application
on which priority is claimed, by specifying the appli-
cation number, country, day, month and year of its
filing.

(d) In any continuation-in-part application filed
under the conditions specified in 35 U.S.C. 120 which
discloses and claims subject matter in addition to that
disclosed in the prior copending application, the oath
or declaration must also state that the person making
the oath or declaration acknowledges the duty to dis-
close material information as defined in § 1.56(a)
which occurred between the filing date of the prior
application and the national or PCT international
filing date of the continuation-in-part application.
[OMB Contro! No. 0651-0011]

(35 US.C. 6, Pub. L. 97-247)
[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983]

1.64 Person making oath or declaration.

(a) The oath or declaration must be made by all of
the actual inventors except as provided for in §§ 1.42,
1.43, or 1.47.

(b) If the person making the oath or declaration is
not the inventor (§§ 1.42, 1.43, or 1.47), the oath or
declaration shall state the relationship of the person to
the inventor and, upon information and belief, the
facts which the inventor is required to state.

[OMB Control No. 0651-0011}
(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983]

1.66 Officers authorized to administer oaths,

(a) The oath or affirmation may be made before any
person within the United States authorized by law to
administer oaths. An oath made in a foreign country
may be made before any diplomatic or consular offi-
cer of the United States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of a diplomatic or consular
officer of the United States, or by an apostille of an
official designated by a foreign country which, by
treaty or convention, accords like effect to apostilles
of designated officials in the United States. The oath
shall be attested in all cases in this and other coun-
tries, by the proper official seal of the officer before
whom the oath or affirmation is made. Such oath or
affirmation shall be valid as to execution if it complies
with the laws of the State or country where made.
When the person before whom the oath or affirmation
is made in this country is not provided with a seal, his
official character shall be established by competent

Rev, 1, Oct, 1985

MANUAL OF PATENT EXAMINING PROCEDURE

evidence, as by a certificate from a clerk of a court of
record or other | proper officer having a seal.

(b) When the oath is taken before an officer in a
country foreign to the United States, any accompany-
ing application papers, except the drawings, must be
attached together with the oath and a ribbon passed
one or more times through all the sheets of the appli-
cation, except the drawings, and the ends of said
ribbon brought together under the seal before the
latter is affixed and impressed, or each sheet must be
impressed with the official seal of the officer before
whom the oath is taken. If the papers as filed are not
properly ribboned or each sheet impressed with the
seal, the case will be accepted for examination, but
before it is allowed, duplicate papers, prepared in
compliance with the foregoing sentence, must be
filed.

[OMB Control No. 0651-0011)
(35 U.S.C. 6 15 US.C. 1113, 1123)
[47 FR 41275, Sept. 17, 1982, effective date Oct. 1, 1982}

1.67 Supplemental eath or declaration.

(a) A supplemental oath or declaration meeting the
requirements of § 1.63 may be required to be filed to
correct any deficiencies or inaccuracies present in an
earlier filed oath or declaration.

(®) A supplemental oath or declaration meeting the
requirements of § 1.63 must be filed: (1) When a claim
is presented for matter originally shown or described
but not substantially embraced in the statement of in-
vention or claims originally presented; and (2) When
an oath or declaration submitted in accordance with
§ 1.53(d) after the filing of the specification and any
required drawings specifically and improperly refers
to an amendment which includes new matter. No new
matter may be introduced into an application after its
filing date even if a supplemental oath or declaration
is filed (§ 1.53(b); § 1.118). In proper cases the oath or
declaration here required may be made on informa-
tion and belief by an applicant other than inventor.

[G#B Control No. 0651-0011])
(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2711, Jan. 20, 1983, effective date Feb. 27, 1983]

1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Trade-
mark Office and which is required by any law, rule,
or other regulation to be under cath may be sub-
scribed to by a written declaration. Such declaration
may be used in lieu of the oath otherwise required, if,
and only if, the declarant is on the same document,
warned that willful false statements and the like are
punishable by fine or imprisonment, or both (18
U.S.C. 1001) and may jeopardize the validity of the
application or any patent issuing thereon. The declar-
ant must set forth in the body of the declaration that
all statements made of the declarant’s own knowledge
are true and that all statemenis made on information
and belief are believed to be true.

[OMB Control No. 0651-0011])
[49 FR 48416, Dcc. 12, 1984, effective date Feb. 11, 1985)
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1.69

(a) Whenever an individual makmg an. oath or dec-
laration cannot understand English, the oath or decla-
ration must be in a language that such individual can
understand and shall state that such individual under-
stands the content of any documents to which the
oath or declaration relates. -

(b) Unless the text of any oath or declaration in a
language other than English is a form provided or ap-
proved by the Patent and Trademark Office, it must
be accompanied by a verified English translation,
except that in the case of an oath or declaration filed
under §1.63, the translation may be filed in the Office
no later than two months from the date applicant is
notified to file the translation.

[OMB Control No. 0651-0011]
(35 U.S.C. 6, Pub. L. 97-247)

[42 FR 5594, Jan. 28, 1977, para. (b), 48 FR 2711, Jan. 20, 1983,
effective date Feb. 27, 1983]

1.70 QOath or declaration under 35 U.S.C.
371(c¥4).

(a) When an applicant of an international applica-
tion, if the inventor, desires to enter the national stage
under 35 U.S.C. 371, he or she must file an oath or
declaration in accordance with § 1.63.

(b) If the international application was made as pro-
vided in §§ 1.422, 1.423 or 1.425, the applicant shall
state his or her relationship to the inventor and, upon
information and belief, the facts which the inventor is
required by this section to state.

[OMB Control No. 0651-0011}

(Pub. L. 94-131, §9 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

{43 FR 20463, May 11, 1978; 48 FR 2712, Jan. 20, 1983, effective
date Feb. 27, 1983]

SPECIFICATION
AUTHORITY: Secs. 1.71 to 1.79 also issued under 35 U.S.C. 112,

1.71 Detailed description and specification of
the invention.

(a) The specification must include a written descrip-
tion of the invention or discovery and of the manner
and process of making and using the same, and is re-
quired to be in such full, clear, concise, and exact
terms as to enable any person skilled in the art or sci-
ence to which the invention or discovery appertains,
or with which it is most neariy connected, to make
and use the same.

(b) The specification must set forth the precise in-
vention for which a patent is solicited, in such manner
as to dlstmgmsh it from other inventions and from
what is old. It must describe completely a specific
embodiment of the process, machine, manufacture,
composition of matter or lmprovement invented, and
must explain the mode of operation or principle
whenever applicable. The best mode contemplated by
the inventor of carrying out his invention must be set
forth.

(c) In the case of an improvement, the specification
must particularly point out the part or parts of the

Forexgn language oatlis and’ declaratlons."
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process, machine, manufacture, or” composition of-
matter to which the improvement relates, and the de-

scnptlon should be confined to the specific improve-

ment and to such parts as ‘necessarily cooperate with

it or as may be necessary to a complete understanding

or descnptxon of it.

172 Title and abstract.

(a) The title of the invention, which should be as
short and specific as possible, should appear as a
heading on the first page of the specification, if it
does not otherwise appear at the beginning of the ap-
plication.

(b) A brief abstract of the technical disclosure in
the specification must be sct forth on a separate sheet,
preferably following the claims under the heading
“Abstract of the Disclosure.” The purpose of the ab-
stract is to enable the Patent and Trademark Office
and the public generally to determine quickly from a
cursory inspection the nature and gist of the technical
disclosure. The abstract shall not be used for inter-
preting the scope of the claims.

(Pub. L. 94-131, 89 Stat. 685)
[31 FR 12922, Oct. 4, 1966; 43 FR 20464, May 11, 1978}

1.73 Summary of the invention.

A brief summary of the invention indicating its
nature and substance, which may include a statement
of the object of the invention, should precede the de-
tailed description. Such summary should, when set
forth, be commensurate with the invention as claimed
and any object recited should be that of the invention
as claimed.

1.74 Reference to drawings.

When there are drawings, there shall be a brief de-
scription of the several views of the drawings and the
detailed description of the invention shall refer to the
different views by specifying the numbers of the fig-
ures and to the different parts by use of reference let-
ters or numerals (preferably the latter).

1.75 Claim(s).

(a) The specification must conclude with a claim
pariicularly pointing out and distinctly claiming the
subject matter which the applicant regards as his in-
vention or discovery.

(b) More than one claim may be presented provided
they differ substantially from each other and are not
unduly multiplied.

(c) One or more claims may be presented in de-
pendent form, referring back to and further limiting
another claim or clazims in the same application. Any
dependent claim which refers to more than one other
claim (“multiple dependent claim”) shall refer to such
other claims in the alternative only. A multiple de-
pendent claim shall not serve as a basis for any other
multiple dependent claim. For fee calculation pur-
poses under § 1.16, a multiple dependent claim will be
considered to be that number of claims to which
direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple
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dependent claim wnll be considered to be that number
of claims to which direct reference is made in that
multiple dependent claim. In addition to the other
filing fees, any original application which is filed
with, or is amended to include, multiple dependent
claims must have paid therein the fee set forth in
§ 1.16(d). Claims in dependent form shall be construed
to include all the limitations of the claim incorporated
by reference into the dependent claim. A multiple de-
pendent claim shall be construed to incorporate by
reference all the limitations of each of the particular
claims in relation to which it is being considered.

(d)(1) The claim or claims must conform to the in-
vention as set forth in the remainder of the specifica-
tion and the terms and phrases used in the claims
must find clear support or antecedent basis in the de-
scription so that the meaning of the terms in the
claims may be ascertainable by reference to the de-
scription. (See § 1.58(a).)

(2) See §§ 1.141 to 1.146 as to claiming different in-
ventions in one application.

(e) Where the nature of the case admits, as in the
case of an improvement, any independent claim
should contain in the following order: (1) A preamble
comprising a general description of all the elements or
steps of the claimed combination which are conven-
tional or known, (2) a phrase such as “wherein the
improvement comprises,” and (3) those elements,
steps and/or relationships which constitute that por-
tion of the claimed combination which the applicant
considers as the new or improved portion.

(f) If there are several claims, they shall be num-
bered consecutively in Arabic numerals.

(g) All dependent claims should be grouped togeth-

er with the claim or claims to which they refer to the:

extent possible.

(35 US.C. 6; 15 U.S.C. 1113, 1126)

{31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3, 1971; 37 FR
21995, Oct. 18, 1972; 43 FR 4015, Jan. 31, 1978; para. (c), 47 FR
41276, Sept. 17, 1982, effective date Oct. 1, 1982}

1.77 Arrangement of application elements.

The elements of the application should appear in
the following order:

(a) Title of the invention; or an introductory por-
tion stating the name, citizenship, and residence of the
applicant, and the title of the invention may be used.

(b) [Reserved]

(c)(1) Cross-reference to related applications, if any.

(2) Reference to a “microfiche appendix” if any.
(See § 1.96(b)). The total number of microfiche and
total number of frames should be specnﬁed.

(d) Brief summary of the invention.

(e) Brief description of the several views of the
drawing, if there are drawings.

(f) Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration.

(§) Drawings.

(Pub. L. 94131, 89 Stat. 685; 35 U.S.C. 6 and 41; Pub. L. 97-247)

[43 FR 20464, May 11, 1978; 46 FR 2612, Jan. 12, 1981; paras. (h)
& (i), 48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]
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1.78 . Claiming benefit of earlier filing date and
cross-references to other appllcatlons.

(a) An apphcatlon may claim an invention dlsclosed
in a prior filed copending national application or
international application desxgnatmg the United States
of America. In order for an application to claim the
benefit of a prior filed copending national application,
the pnor application must name as an inventor at least

w\’\m’;ﬂ named in the later filed apphcatxon and

disclose thé named inventor’s invention claimed in at
least one claim of the later filed application in the
manner provided by the first paragraph of 35 U.S.C.
112. In addition, the prior application must be (1)
complete as set forth in § 1.51, or (2) entitled to a
filing date as set forth in § 1.53(b) and include the
basic filing fee set forth in § 1.16; or (3) entitled to a
filing date as set forth in § 1.53(b) and have paid
therein the processing and retention fee set forth in
§ 1.21(1) within the time period set forth in § 1.53(d).
Any application claiming the benefit of a prior filed
copending national or international application must
contain or be amended to contain in the first sentence
of the specification following the title a reference to
such prior application, identifying it by serial number
and filing date or international application number
and internpational filing date and indicating the rela-
tionship of the applications. Cross-references to other
related applications may be made when appropriate.
(See § 1.14(b)).

(b) Where two or more applications filed by the
same applicant contain conflicting claims, elimination
of such claims from all but one application may be re-
quired in the absence of good and sufficient reason for
their retention during pendency in more than one ap-
plication.

{c}) Where two or more applications, or an applica-
tion and a patent naming different inventors and
owned by the same party contain conflicting claims,
and there is no statement of record indicating that the
claimed inventions were commonly owned or subject
to an obligation of assignment to the same person at
the time the later invention was made, the assignee
may be called upon to state whether the claimed in-
ventions were commonly owned or subject to an obli-
gation of assignment to the same person at the time
the later inveniiop was made, and if not, indicate
which named i:ventor is the prior inventor. In addi-
tion to making said statement, the assignee may also
explain why an interference should or should not be
declared.

(d) Where an application claims an invention which
is not patentably distinct from an invention claimed in
a commorly owned patent with the same or a differ-
ent: inventive entity, a double patenting rejection will
be made in the application. An obviousness-type
double patenting rejection may be obviated by filing a
terminal disclaimer in accordance with § 1.321(b).

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6, Pub. L. 97-247)

(36 FR 7312, Apr. 17, 1971; 49 FR 555, Jan. 4, 1984; paras. (a), (c),
& (d). 50 FR 9380, Mar. 7, 1985, effective date May 8, 1985]

R-—28




PATENT RULES '

179  Reservation clauses not permitted.
"A_reservation for a future ‘apphcatlon of subject
matter disclosed but not clalmed in a pending applica-
tion will not be permitted in the pending application,
ut an application disclosing unclaimed subject matter
may contain a reference to a later filed appllcatlon of
the same applicant or owned by a common assignee
disclosing and claiming that subject matter.

THE DRAWINGS
AUTHORITY: Secs. 1.81 to 1.88 also issued under 35 U.S.C. 113.

1.81 Drawings required.

(a) The applicant for a patent is required to furnish
a drawing of his invention where necessary for the
understanding of the subject matter sought to be pat-
ented; this drawing must be filed with the application.

(b) Drawings may include illustrations which facili-
tate an understanding of the invention (for example,
flow sheets in cases of processes, and diagrammatic
views).

(¢} Whenever the nature of the subject matter
sought to be patented admits of illustration by a draw-
ing without its being necessary for the understanding
of the subject matter and the applicant has not fur-
nished such a drawing, the examiner will require its
submission within a time period of not less than two
months from the date of the sending of a notice there-
of.

(d) Drawings submitted after the filing date of the
application may not be used to overcome any insuffi-
ciency of the specification due to lack of an enabling
disclosure or otherwise inadequate disclosure therein,
or to supplement the original disclosure thereof for
the purpose of interpretation of the scope of any
claim.

{43 FR 4015, Jan. 31, 1978]

1.83 Content of drawing.

(a) The drawing must show every feature of the in-
vention specified in the claims. However, convention-
al features disclosed in the description and claims,
where their detailed illustration is not essential for a
proper. understanding of the invertion, should be illus-
trated in the drawing in the form of a graphical draw-
ing symbol or a labeied representation (e.g. a labeled
rectangular box).

(b) When the invention consists of an improvement
on an old machine the drawmg must when possible
exhibit, in one or more views, the improved portion
itself, disconnected from the old structure, and also in
another view, so much only of the old structure as
will suffice to show the connection of the invention
therewith.

(c) Where the drawings do not comply with the re-
quirements of paragraphs (a) and (b) of this section,
the examiner shall require such additional iflustration
within a time period of not less than two months from
the date of the sending of a notice thereof. Such cor-
rections are subject to the requirements of § 1.81(d).

[31 FR 12923, Oct. 4, 1966; 43 FR 4015, Jan. 31, 1978}
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1.84  Standards for drawings.

(a) Paper and mk. Drawmgs ‘must be made upon
paper which is ﬂexlble, strong, white, smooth, non-
shiny and durable. Two- -ply or three-ply bristol board
is preferred. The surface of the paper should be calen-
dered. and of a quality which will permit erasure and
correction. with India ink. India ink, or its equivalent
in quality, is preferred for pen drawings to secure per-
fectly black solid lines. The use of white pigment to
cover lines is not normally acceptable.

(b) Size of sheet and margins. The size of the sheets
on which drawings are made may either be exactly
8% by 14 inches (21.6 by 35.6 cm.) or exactly 21.0 by
29.7 cm. (DIN size A4). All drawing sheets in a par-
ticular application must be the same size. One of the
shorter sides of the sheet is regarded as its top.

(1) On 8% by 14 inch drawing sheets, the drawing
must include a top margin of 2 inches (5.1 cm.) and
bottom and side margins of % inch (6.4 mm.) from
the edges, thereby leaving a “sight” precisely 8 by
11% inches (20.3 by 29.8 cm.). Margin border lines
are not permitted. All work must be included within
the “sight”. The sheets may be provided with two %
inch (6.4 mm.) diameter holes having their centerlines
spaced *%e inch (17.5 mm.) below the top edge and
2% inches (7.0 cm.) apart, said holes being equally
spaced from the respective side edges.

{2) On 21.0 by 29.7 cm. drawing sheets, the draw-
ing must include a top margin of at least 2.5 cm,, a
left side margin of 2.5 cm., a right side margin of 1.5
cm., and a bottom margin of 1.0 cm. Margin border
lines are not permitted. All work must be contained
within a sight size not to 2xceed 17 by 26.2 cm.

(¢) Character of lines. All drawings must be made
with drafting instruments or by a process which will
give them satisfactory reproduction characteristics.
Every line and letter must be durable, black, suffi-
ciently dense and dark, uniformly thick and well de-
fined; the weight of all lines and letters must be heavy
enough to permit adequate reproduction. This direc-
tion applies to all lines however fine, to shading, and
tc lines representing cut surfaces in sectional views.
All lines must be clean, sharp, and solid. Fine or
crowded lines should be avoided. Solid black should
not be used for sectional or surface shading. Freehand
work should be avoided wherever it is possible to do
$O.

(d) Hatching and shading. (1) Hatching should be
made by oblique parallel lines spaced sufficiently
apart to enable the lines to be distinguished without
difficulty.

(2) Heavy lines on the shade side of objects should
preferably be used except where they tend to thicken
the work and obscure reference characters. The light
should come from the upper left-hand corner at an
angle of 45°. Surface delineations should preferably be
shown by proper shading, which should be open.

(e) Scale. The scale to which a drawing is made
ought to be large enough to show the mechanism
without crowding when the drawing is reduced in
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size to two-thirds in reproduction, and:views of por-:

tions of the mechanism on a larger scale should be
used ‘when necessary to show details clearly, two or
more sheets should be used if one does not give suffi-
cient room to accompllsh this end, but the number of
sheets should not be more than is nec&esary ‘

() Reference characters. The different views should
be consecutively numbered figures. Reference numer-
als (and letters, but numerals are preferred) must be
plain, legible and carefully formed, and not be encir-
cled. They should, if possible, measure at least one-
eighth of an inch (3.2 mm.) in height so that they may
bear reduction to one twenty-fourth of an inch (1.1
mm.); and they may be slightly larger when there is
sufficient room. They shouid not be so placed in the
close and complex parts of the drawing as to interfere
with a thorough comprehension of the same, and
therefore should rarely cross or mingle with the lines.
When necessarily grouped around a certain part, they
should be placed at a little distance, at the closest
point where there is available space, and connected
by lines with the parts to which they refer. They
should not be placed upon hatched or shaded surfaces
but when necessary, a blank space may be left in the
hatching or shading where the character occurs so
that it shall appear perfectly distinct and separate
from the work. The same part of an invention appear-
ing in more than one view of the drawing must
always be designated by the same character, and the
same character must never be used to designate differ-
ent parts. Reference signs not mentioned in the de-
scription shall not appear in the drawing, and vice
versa.

(g) Symbols, legends. Graphical drawing symbols
and other labeled representations may be used for
conventional elements when appropriate, subject to
approval by the Office. The elements for which such
symbols and labeled representations are used must be
adequately identified in the specification. While de-
scriptive matter on drawings is not permitted, suitable
legends may be used, or may be required, in proper
cases, as in diagrammatic views and flowsheets or to
show materials or where labeled representations are
employed to illustrate conventional elements. Arrows
may be required, in proper cases, to show direction of
movement. The lettering should be as large as, or
larger than, the reference characters.

(h) [Reserved]

(i) Views. The drawing must contain as many fig-
ures as may be necessary to show the invention; the
figures should be consecutively numbered if posstble
in the order in which they appear. The figures may be
plain, elevation, section, or perspective views, and
detail views of portions of elements, on a larger scale
if necessary, may also be used. Exploded views, with
the separated parts of the same figure embraced by a
bracket, to show the relationship or order of assembly
of various parts are permissible. When necessary, a
view of a large machine or device in its entirety may
be broken and extended over several sheets if there is
no loss in facility of understanding the view. Where
figures on two or more sheets form in effect a single
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complete :figure,. -the . figures 'on.. the  several sheets:
should be so arranged that the complete figure can be
understood by laying the drawmg sheets adjacent to
one another. The arrangement should be such that no .
part of any of the figures appearing on the various.
sheets are concealed and that the complete ﬁgure can
be understood even though spaces will occur in the
complete figure because of the margins on the draw-
ing sheets. The plane upon which a sectional view is
taken should be indicated on the general view by a
broken line, the ends of which should be designated
by numerals corresponding to the figure number of
the sectional view and have arrows applied to indi-
cate the direction in which the view is taken. A
moved position may be shown by a broken line super-
imposed upon a suitable figure if this can be done
without crowding, otherwise a separate figure must
be used for this purpose. Modified forms of construc-
tion can only be shown in separate figures. Views
should not be connected by projection lines nor
should center lines be used.

() Arrangement of views. All views on thé same
sheet should stand in the same direction and, if possi-
ble, stand so that they can be read with the sheet held
in an upright position. If views longer than the width
of the sheet are necessary for the clearest illustration
of the invention, the sheet may be turned on its side
so that the top of the sheet with the appropriate top
margin is on the right-hand side. One figure must not
be placed upon another or within the outline of an-
other.

(k) Figure for Official Gazerte. The drawing should,
as far as possible, be so planned that one of the views
will be suitable for publication in the Official Gazette
as the illustration of the inver ‘ion.

(1) Extraneous matter. Identifying indicia (such as
the attorney’s docket number, inventor’s name,
number of sheets, etc.) not to exceed 2% inches (7.0
cm.) in width may be placed in a centered location
between the side edges within three-fourths inch (19.1
mm.) of the top edge. Authorized security markings
may be placed on the drawings provided they are
outside the illustrations and are removed when the
material is declassified. Other extraneous matter will
not be permitted upon the face of a drawing.

(m) Transmission of drawings. Drawings transmitted
to the Office should be sent flat, protected by a sheet
of heavy binder’s board, or may be rolled for trans-
mission in a suitable mailing tube; but must never be
folded. If received creased or mutilated, new draw-
ings will be required.

(See §1.152 for design drawing, §1.165 for plant
drawings, and § 1.174 for reissue drawings.)

(Pub. L. 94-131, 89 Stat. 685)

{24 FR 10332, Dec. 22, 1959; 31 FR 12923, Oct. 4, 1966; 36 FR
9775, May 28, 1971; 43 FR 20464, May 11, 1978; 45 FR 73657,
MNov. 6, 1980]

1.85 Informal drawings.

The requirements of § 1.84 relating to drawings will
be strictly enforced. A drawing not executed in con-
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formity thereto, if suitable for reproduction, may be
admitted but in such case the drawing must be cor-
rected or a new one furnished, as required. -

(35 US.C. 6 15 US.C. 1113, 1123)
[47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982}

1.86 [Removed]
[47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982]

1.88 Use of old drawings.

If the drawings of a new application are to be iden-
tical with the drawings of a previous application of
the applicant on file in the Office, or with part of
such drawings, the old drawings or any sheets thereof
may be used if the prior application is, or is aboui to
be, abandoned, or if the sheets to be used are can-
celled in the prior application. The new application
must be accompanied by a letter requesting the trans-
fer of the drawings, which should be completely iden-
tified.

MoDELS, EXHIBITS, SPECIMENS

AUTHORITY: Secs. 1.91 to 1.95 also issued under 35 U.S.C. 114.

191 Models not generally required as part of
application or patent.

Models were once required in all cases admitting a
model, as a part of the application, and these models
became a part of the record of the patent. Such
models are no longer generally required (the descrip-
tion of the invention in the specification, and the
drawings, must be sufficiently full and complete, and
capable of being understood, to disclose the invention
without the aid of a model), and will not be admitted
unless specifically called for.

192 Model or exhibit may be required.

A model, working model, or other physical exhibit,
may be required if deemed necessary for any purpose
on examination of the application.

1.93 Specimens.

When the invention relates to a composition of
matter, the applicant may be required to furnish speci-
mens of the composition, or of its ingredients or inter-
mediates, for the purpose of inspection or experiment.

1.94 Return of models, exhibits or specimens.

Models, esxhibits, or specimens in applications
which have become abandoned, and also in other ap-
plications on conclusion of the prosecution, may be
returned to the applicant upon demand and at his ex-
pense, unless it be deemed necessary that they be pre-
served in the Office. Such physical exhibits in contest-
ed cases may be returned to the parties at their ex-
pense. If not claimed within a reasonable time, they
may be disposed of at the discretion of the Commis-

sioner.
1.95 Copies of exhibits.

Copies of models or other physical exhibits will not
ordinarily be furnished by the Office, and any model
or exhibit in an application or patent shall not be
taken from the Office except in the custody of an em-

R-—31

1.96

ployee of the Office specially authorized by the Com-
missioner. S
1.96 Submission of computer program listings.

Descriptions of the operation and general content
of computer program listings should appear in the de-
scription portion of the specification. A computer
program listing for the purpose of these rules is de-
fined as a print-out that lists in appropriate sequence
the instructions, routines, and other contents of a pro-
gram for a computer. The program listing may be
either in machine or machine-independent (object or
source) language which will cause a computer to per-
form a desired procedure or task such as solve a prob-
lem, regulate the flow of work in a computer, or con-
trol or monitor events. Computer program listings
may be submitted in patent applications in the follow-
ing forms:

(a) Material which will be printed in the patent. If the
computer program listing is contained on 10 printout
pages or less, it must be submitted either as drawings
or as part of the specification.

(1) Drawings. The listing may be submitted in the
manner and complying with the requirements for
drawings as provided in § 1.84. At least one figure nu-
meral is required on each sheet of drawing.

(2) Specification. (i) The listing may be submitted as
part of the specification in accordance with the provi-
sions of §1.52, at the end of the description but
before the claims.

(ii) The listing may be submitted as part of the
specification in the form of computer printout sheets
(commonly 14 by 11 inches in size) for use as ‘“‘camera
ready copy” when a patent is subsequently printed.
Such computer printout sheets must be original copies
from the computer with dark solid black letters not
less than 0.21 cm high, on white, unshaded and un-
lined paper, the printing on each sheet must be limited
to an area 9 inches high by 13 inches wide, and the
sheets should be submitted in a protective cover.
When printed in patents, such computer printout
sheets will appear at the end of the description but
before the claims and will usually be reduced about
%2 in size with two printout sheets being printed as
one patent specification page. Any amendments must
be made by way of submission of a substitute sheet if
the copy is to be used for camera ready copy.

(b) As an appendix which will not be printed. If a
computer program listing printout is 11 or more pages
long, applicants may submit such listing in the form of
microfiche, referred to in the specification (see § 1.77
(c)(2)). Such microfiche filed with a patent application
is to be referred to as a “microfiche appendix.” The
“microfiche appendix” will not be part of the printed
patent. Reference in the application to the “micro-
fiche appendix” should be made at the beginning of
the specification at the location indicated in
§ 1.77(cX(2). Any amendments thereto must be made
by way of revised microfiche. All computer program
listings submitted on paper will be printed as part of
the patent.
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(1) dvailability of appendtx. Such computer program
hstmga on microfiche will be available to the public
for inspection, and paper or microfiche :copies thereof
will be separately available for purchase, after a
patent based on such an application is granted or the
application is otherwnse made publicly available.

(2) Submission requirements. Computer-generated in-
formation submitted as an appendix to an application
for patent shall be in the form of microfiche in ac-
cordance with the standards set forth in the following
American National (ANSI) or National Micrograph-
ics Association (NMA) Standards (Note: As new edi-
tions of these standards are published, the latest shall
apply):

ANSI PH 1.28-1976—Specifications for Photographic Film for Ar-
chival Records, Sifver-Gelatin Type, on Cellulose Ester Base.

ANSI PH 1.41--1976 Specifications for Photographic Film for Ar-
chival Records, Silver-Gelatin Type, on Polyester Base.

NMA-MS! (1971) Quality Standards for Computer Output Micro-

film.
ANSI/WMA MS2 (1978) Format and Coding Standards for Com-

puter Cutput Microfilm.
NMA MSS5 (ANSI PH 5.9-1975) Microfiche of Documents.

ANSI PH 2.19 (1959)—Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer-Output-Microfilm (COM)
output or copies of photographed paper copy may be
submitted. In the former case, NMA standards MSI
and MS2 apply; in the latter case, standard MSS5 ap-
plies.

(ii) Film submitted shall be first generation (camera
film) negative appearing microfiche (with emulsion on
the back side of the film when viewed with the
images right reading).

(iii) Reduction ratio of microfiche submitted should
be 24:1 or a similar ratio where variation from said
ratio is required in order to fit the documents into the
image area of the microfiche format used.

(iv) Film submitted shall have a thickness of at least
005 inches (0.13 mm) and not more than .009 inches
(0.23 mm) for either cellulose acetate base or polyes-
ter base type.

(v) Both microfiche formats Al (98 frames, 14 col-
umns x 7 rows) and A3 (63 frames, 9 columns x 7
rows) which are described in NMA standard MS2
(A1l is also described in MSS5) are acceptable for use
in preparation of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of
the header or title area of each microfiche submitted
shall be clear or positive appearing so that the Patent
and Trademark Office can apply serial number and
filing date thereto in an eye-readable form. The
middle portion of the header shall be used by appli-
cant to apply an eye-readable application identifica-
tion such as the title and/or the first inventor's name.
The attorney’s docket number may be included. The
final right-hand portion of the microfiche shall con-
tain sequence information for the microfiche, such as
T of 4,2 of 4, etc.

(vii) Additional requirements which apply specifi-
cally to microfiche of filmed paper copy:

(A) The first frame of each microfiche submitted
shall contain a standard test target which contains five

Rev. 1, Oct, 1985

MANUAL OF PATENT EXAMINING PROCEDURE

NBS MlCI'O copy Resolutlon Test Charts (No
1010A), one in’ the center and one in each corner. See
illustration on page 2 of NMA Recommended Prac-
tice MS104, Inspection and Quality Control of First
Generation Silver Halide Microfilm. See also para-
graph 7 of NMA-MS5. '

(B) The second frame of each mlcrof che submitted
must contain a fully descriptive title and the inven-
tor’s name as filed.

{C) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(D) Pagination of the microfiche frames shall be
from left to right and from top to bottom.

(E) At a reduction of 24:1 resolution of the original
microfilm shall be at least 120 lines per mm (5.0
target) so that reproduction copies may be expected
to comply with provisions of paragraph 7.1.4 of
NMA Standard MSS5.

(F) Background density of negative appearing
camera master microfiche of filmed paper documents
shall be within the range 0.9 to 1.2 and line density
should be no greater than 0.08. The density shall be
visual diffuse density as measured using the method
described in ANSI Standard PH 2.19.

(G) An index, when included, should appear in the
last frame (lower right hand corner when data is
right-reading) of each microfiche. See NMA-MSS,
paragraph 6.6.

(viii) Microfiche generated by Computer Output
Microfilm (COM).

(A) Background density of negative-appearing
COM-generated camera master microfiche shall be
within the range of 1.5 to 2.0 and line density should
be no greater than 0.2. The density shall be visual dif-
fuse density as described in ANSI PH 2.19.

(B) The first frame of each microfiche submitted

should contain a resolution test frame in conformance ‘

with NMA standard MS1.

{C) The second frame of each microfiche submitted
must contain a fully descriptive title and the inven-
tor’s name as filed.

(D) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(E) It is preferred that pagination of the microfiche
frames be from left to right and top to bottom but the
alternative, i.e., from top to bottom and from left to
right, is also acceptable.

(F) An index, when included, should appear on the
last frame (lower right hand corner when data is right
reading) of each microfiche.

(G) Amendment of microfiche must be made by
way of replacement microfiche.

(35 U.5.C. 6 and 41)
[46 FR 2612, Jan. 12, 1981]
INFORMATION DISCLOSURE STATEMENT
Filing of information disclosure state-
ment.

(a) As a means of complying with the duty of dis-
closure set forth in § 1.56, applicants are encouraged

1.97
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to file an. information disclosure statement at the time

of filing: the application or within the later of three

months after the filing date of the application or two

onths after applicant receives the filing receipt. If
iled* separately, the -disclosure statement should, in
addition to the identification of the application, in-
clude the Group Art Unit to which the application is
assigned as indicated on the filing receipt. The disclo-
sure statement may either be separate from the speci-
fication or may be incorporated therein.

(b) A disclosure statement filed in accordance with
paragraph (a) of this section shall not be construed as
a representation that a search has been made or that
no other material information as defined in § 1.56(a)
exists.

{OMB Controf No. 0651-0011]
(35 US.C. 6, Pub. L. 97-247)
{48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

1.98 Content of information disclosure state-
ment.

(a) Any disclosure statement filed under § 1.97 or
§ 1.99 shall include: (1) A listing of patents, publica-
tions or other information; and (2} A concise explana-
tion of the relevance of each listed item. The disclo-
sure sfatement shall be accompanied by a copy of
each listed patent or publication or other item of in-
formation in written form or of at least the portions
thereof considered by the person filing the disclosure
statement to be pertinent. All United States patents
listed should be identified by their patent numbers,

atent dates and names of the patentees. Each foreign
published application or patent should be cited by
identifying the country or office which issued it, the
document number and publication date indicated on
the document. Each printed publication should be
identified by author (if any), title of the publication,
pages, date and place of publication.

(b) When two or more patents or publications con-
sidered material are substantially identical, a copy of a
representative one may be included in the statement
and others merely listed. A translation of the pertinent
portions of foreign language patents or publications
considered material should be transmitted if an exist-
ing transiation is readily available to the applicant.
[OWMB Control No. 0651-0011]

(35 US.C. 6, Pub. L. 97-247)
{42 FR 5594, Jan. 28, 1977; para. (a) 48 FR 2712, Jan. 20, 1983, ef-
fective date Feb. 27, 1983]

1.99 Updating of information disclosure state-
ment.

If prior to issuance of a patent an applicant, pursu-
ant to his or her duty of disclosure under § 1.56,
wishes to bring to the attention of the Office addition-
al patents, publications or other information not previ-
ously submitted, the additional information should be
submitted to the Office with reasonable promptness. It
may be included in a supplemental information disclo-
sure statement or may be incorporated into other
communications to be considered by the examiner.
Any transmittal of additional information shall be ac-
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companied by explanations. of relevance and by copies
in accordance with the requirements of § 1.98.

[OMB Control No. 0651-0011]
(35 U.S.C. 6, Pub. L. 97—247) .
[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

EXAMINATION OF APPLICATIONS

AUTHORITY: Secs. 1.101 to 1.108 also issued under 35 U.S.C. 131,
132.

1.101 Order of éxamination.

(a) Applications filed in the Patent and Trademark
Office and accepted as complete applications are as-
signed for examination to the respective examining
groups having the classes of inventions to which the
applications relate. Applications shall be taken up for
examination by the examiner to whom they have been
assigned in the order in which they have been filed
except for those applications in which examination
has been advanced pursuant to § 1.102, International
applications which have complied with the require-
ments of 35 U.S.C. 371(c) will be taken up for action
based on the date on which such requirements were
met. However, unless a request has been filed under
35 U.8.C. 371(f), no action may be taken prior to 21
months from the priority date.

(b) Applications which have been acted upon by
the examiner, and which have been placed by the ap-
plicant in condition for further action by the examiner
(amended applications) shall be taken up for action in
such order as shall be determined by the Commission-
er.

(35 U.S.C. 6, Pub. L. 97-247)

[29 FR 13470, Sept. 30, 1964; para. (a), 48 FR 2712, Jan. 20, 1983,
effective date Feb. 27, 1983; para. (@), 50 FR 9381, Mar. 7, 1985,
effective date May 8, 1985)

1.102 Advancement of examination,

(a) Applications will not be advanced out of turn
for examination or for further action except as provid-
ed by this part, or upon order of the Commissioner to
expedite the business of the Office, or upon filing of a
request under paragraph (b) of this section or upon
filing a petition under paragraphs (c) or (d) of this
section with a verified showing which, in the opinion
of the Commissioner, will justify so advancing it.

(b) Applications wherein the inventions are deemed
of peculiar importance to some branch of the public
service and the head of some department of the Gov-
ernment requests immediate action for that reason,
may be advanced for examination.

(c) A petition to make an application special may
be filed without a fee if the basis for the petition is the
applicant’s age or health or that the invention will
materially enhance the quality of the environment or
materially contribute to the development or conserva-
tion of energy resources.

(d) A petition to make an application special on
grounds other than those referred to in paragraph (c)
of this section must be accompanied by the petition
fee set forth in § 1.17().

(35 US.C. 6 15 US.C. 1113, 1123)
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[24 FR 10332, Dec. 22, 1959; paras. (a). (c), ‘& (d), 47 FR 41276,
Sept. 17, 1982, effective date Qct. 1, 1982] C . ‘

1.103 Suspension of action.

(a) Suspension of action by the Office will be grant-
ed for good and sufficient cause and for a reasonable
time specified upon petition by the applicant and, if
such cause is not the fault of the Office, the payment
of the fee set forth in § 1.17(i). Action will not be sus-
pended when a response by the applicant to an Office
action is required.

(b) If action by the Office on an application is sus-
pended when not requested by the applicant, the ap-
plicant shall be notified of the reasons therefor.

(c) Action by the examiner may be suspended by
order of the Commissioner in the case of applications
owned by the United States whenever publication of
the invention by the granting of a patent thereon
might be detrimental to the public safety or defense,
at the request of the appropriate department or
agency.

(d) Action on applications in which the Office has
accepted a request to publish a defeasive publication
will be suspended for the entire pendency of these ap-
plications except for purposes relating to patent inter-
ference proceedings under Subpart E.

(35 U.SC. 6; 15 US.C. 1113, 1123)

[33 FR 5624, Apr. 11, 1968; paras. (a) & (b), 47 FR 41276, Sept. 17,
1982, effective date Oct. 1, 1982; para. (d), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; para. (d), 50 FR 9381, Mar. 7, 1985,
effective date May 8, 1985]

1.104 Nature of examination;
action.

(a) On taking up an application for examination or a
patent in a reexamination proceeding, the examiner
shall make a thorough study thereof and shall make a
thorough investigation of the available prior art relat-
ing to the subject matter of the claimed invention.
The examination shall be complete with respect both
to compliance of the application or patent under reex-
amination with the applicable statutes and rules and to
the patentability of the invention as claimed, as well
as with respect to matters of form, unless otherwise
indicated.

(b) The applicant, or in the case of a reexamination
proceeding, both the patent owner and the requester,
will be notified of the examiner’s action. The reasons
for any adverse action or any objection or require-
ment will be stated and such information or refer-
ences will be given as may be useful in aiding the ap-
plicant, or in the cace of a reexamination proceeding
the patent owner, to judge the propriety of continuing
the prosecution.

(c) An international-type search will be made in all
national applications filed on and after June 1, 1978.

(d) Any national application may also have an inter-
national-type search report prepared thereon at the
time of the national examination on the merits, upon
specific written request therefor and payment of the
international-type search report fee. See § 1.21(e) for
amount of fee for preparation of international-type

search report.

examiner’s

Rev. 1, Oct, 1988

MANUAL OF PATENT EXAMINING PROCEDURE

'NOYE: The Patent and Trademark Office does not require that a
formal report of &n international-type search be prepared in order
to obtain a search fee refund in a later filed international applica-
tion.

(e) Co-pending applications will be considered by
the examiner to be owned by, or subject to an obliga-
tion of assignment to, the same person if (1) the appli-
cation files refer to assignments recorded in the Paient
and Trademark Office in accordance with § 1.331
which convey the entire rights in the applications to
the same person or organization; or (2) copies of unre-
corded assignmentis which convey the entire rights in
the applications to the same person or organization
are filed in each of the applications; or (3) an affidavit
or declaration by the common owner is filed which
states that there is common ownership and states facts
which explain why the affiant or declarant believes
there is common ownership; or (4) other evidence is
submitted which establishes common ownership of
the applications. In circumstances where the common
owner is a corporation or other organization an affi-
davit or declaration may be signed by an official of
the corporation or organization empowered to act on
behalf of the corporation or organization.

(Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6; 15 US.C. 1113, 1123)

{43 FR 20465, May 11, 1978; 46 FR 29182, May 29, 1981; para. (d),
47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982; para. (e),
50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

1.105 Completeness of examiner’s action,

The examiner’s action will be complete as to all
matters, except that in appropriate circumstances,
such as misjoinder of invention, fundamental defects
in the application, and the like, the action of the ex-
aminer may be limited to such matters before further
action is made. However, matters of form need not be
raised by the examiner until a claim is found allow-
able.

1.106 Rejection of claims.

(a) If the invention is not considered patentable, or
not considered patentable as claimed, the claims, or
those considered unpatentable will be rejected.

(b) In rejecting claims for want of novelty or for
obviousness, the examiner must cite the best refer-
ences at his command. When a reference is complex
or shows or describes inventions other than that
claimed by the applicant, the particular part relied on
must be designated as nearly as practicable. The perti-
nence of each reference, if not apparent, must be
clearly explained and each rejected claim specified.

(c) In rejecting claims the examiner may rely upon
admissions by the applicant, or the patent owner in a
reexamination proceeding, as to any matter affecting
patentability and, insofar as rejections in applications
are concerned, may also rely upon facts within his or
her knowledge pursuant to § 1.107.

(d) Subject matter which is developed by another
person which qualifies as prior art only under 35
U.S.C. 102(f) or (g) may be used as prior art under 35
U.S.C. 103 against a claimed invention unless the
entire rights to the subject matter and the claimed in-
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vention were commonly owned by the.same. person
Or. organization or subject to an obligation of assign-
ment to the same person or. _organization at the time
the claimed invention was made. ‘

(e) The claims in any original apphcatlon nammg an

mventor will be rejected as bemg precluded by a
waiver in a published statutory invention reglstratlon
naming that inventor if the same subject matter is
claimed in the application and the statutory invention
registration. The claims in any reissue application
naming an inventor will be rejected as being preclud-
ed by a waiver in a published statutory invention reg-
istration naming that inventor if the reissue applica-
tion seeks to claim subject matter (1) which was not
covered by claims issued in the patent prior to the
date of publication of the statutory invention registra-
tion and (2) which was the same subject matter
waived in the statutory invention registration.
{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; para. (c)
added, 47 FR 21752, May 19, 1982, effective date July 1, 1982;
parasi. (d) & (e), 50 FR 9381, Mar. 7, 1985, effective date May 8,
1985

1.107 Citation of references,

(a) If domestic patents are cited by the examiner,
their numbers and dates, and the names of the patent-
ees, and the classes of inventions must be stated. If
foreign published applications or patents are cited,
their nationality or country, numbers and dates, and
the names of the patentees must be stated, and such
other data must be furnished as may be necessary to
enable the applicant, or in the case of a reexamination
proceeding, the patent owner, to identify the pub-
lished applications or patents cited. In citing foreign
published applications or patents, in case only a part
of the document is involved, the particular pages and
sheets containing the parts relied upon must be identi-
fied. If printed publications are cited, the author (if
any), title, date, pages or plates, and place of publica-
tion, or place where a copy can be found, shall be
given.

(b) When a rejection in an application is based on
facts within the personal knowledge of an employee
of the Office, the data shall be as specific as possible,
and the reference must be supported, when called for
by the applicant, by the affidavit of such employee,
and such affidavit shall be subject to contradiction or
explanation by the affidavits of the applicant and
other persons.

[46 FR 29182, May 29, 1981}

1.108 Abandoned applications not cited.
Abandoned applications as such will not be cited as

references except those which have been opened to

inspection by the public following a defensive publi-

cation.

[50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

1.109 Reasons for allowance.

If the examiner believes that the record of the pros-
ecution as a whole does not make clear his or her rea-
sons for allowing a claim or claims, the examiner may
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" . set forth such. reasoning. The: reasons shall be-incor-.

porated into an Office action rejecting other claims of
the application or patent under reexamination or be

the subject of a separate communrication to the appli-

cant or patent owner. The applicant or patent owner

may file a statement commenting on the reasons for

allowance within such time as may be specified by the

examiner. Failure to file such a statement shall not

give rise to any implication that the applicant or

patent owner agrees with or acquiesces in the reason-

ing of the examiner.

{46 FR 29182, May 29, 1981)

1.110 Inventorship and date of invention of
the subject matter of individual claims.

When more than one inventor is named in an appli-
cation or patent, the Parent and Trademark Office,
when necessary for purposes of an Office proceeding,
may require an applicant, patentee, or owner to iden-
tify the inventive entity of the subject matter of each
claim in the application or patent. Where appropriate,
the invention dates of the subject matter of each claim
and the ownership of the subject matter on the date
of invention may be required of the applicant, patent-
ee or owner. See also §§ 1.78(c) and (d).

[OMB Control No. 0651-0018]
{50 FR 9381, Mar. 7, 1985, effective date May 8, 1985]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

AUTHORITY: Secs. 1.111 to 1.113 also issued under 35 U.S.C. 132.

1.111 Reply by applicant or patent owner,

(a) After the Office action, if adverse in any re-
spect, the applicant or patent owner, if he or she per-
sists in his or her application for a patent or reexam-
ination proceeding, must reply thereto and may re-
quest reconsideration or further examination, with or
without amendment.

(b) In order to be entitled to reconsideration or fur-
ther examination, the applicant or patent owner must
make request therefor in writing. The reply by the ap-
plicant or patent owner must distinctly and specifical-
ly point out the supposed errors in the examiner’s
action and must respond to every ground of objection
and rejection in the prior Office action. If the reply is
with respect to an application, a request may be made
that objections or requirements as to form not neces-
sary to further consideration of the claims be held in
abeyance until allowable subject matter is indicated.
The applicant’s or patent owner’s reply must appear
throughout to be a bona fide attempt to advance the
case to final action. A general allegation that the
claims define a patentable invention without specifi-
cally pointing out how the language of the claims pa-
tentably distinguishes them from the references does
not comply with the requirements of this section.

(c) In amending in response to a rejection of claims
in an application or patent undergoing reexamination,
the applicant or patent owner must clearly point out
the patentable novelty which he or she thinks the
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claims present in view of the state of the art disclosed

by the references cited or the objections made. He or
she must also show how the amendments avoid such

references or objectlons (See §§1 135 and 1.136 for

time for reply.)
[46’FR 29182, May 29, 1931] ‘

1.112  Reconsideration.

After response by applicant or patent owner
(§ 1.111), the application or patent under reexamina-
tion will be reconsidered and again examined. The ap-
plicant or patent owner will be notified if claims are
rejected, or objections or requirements made, in the
same manner as after the first examination. Applicant
or patent owner may respond to such Office action in
the same manner provided in § 1.111, with or without
amendment. Any amendments after the second Office
action must ordinarily be restricted to the rejection or
to the objections or requirements made. The applica-
tion or patent under reexamination will be again con-
sidered, and so on repeatedly, unless the examiner has
indicated that the action is final.

[46 FR 29182, May 29, 1981]

1.113 Final rejection or action.

(a) On the second or any subsequent examination
or consideration the rejection or other action may be
made final, whereupon applicant’s or patent owner’s
response is limited to appeal in the case of rejection of
any claim (§ 1.191), or to amendment as specified in
§ 1.116. Petition may be taken to the Commissioner in
the case of objections or requirements not involved in
the rejection of any claim (§ 1.181). Response to a
final rejection or action must include cancellation of,
or appeal from the rejection of, each rejected claim.
If any claim stands allowed, the response to a final re-
jection or action must comply with any requirements
or objection as to form.

(b) In making such final rejection, the examiner
shall repeat or state all grounds of rejection then con-
sidered applicable to the claims in the case, clearly
stating the reasons therefor.

[24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1981}

AMENDMENTS
AUTHORITY: Secs. 1.115 to 1.127 also issued under 35 U.S.C. 132.
1.118 Amendment,

The applicant may amend before or after the first
examination and action and also after the second or
subsequent examination or reconsideration as specified
in § 1.112 or when and as specifically requu'ed by the
examiner. The patent owner may amend in accord-
ance with §§ 1.510(e) and 1.530(b) prior to reexamina-
tion, and during reexamination proceedings in accord-
ance with §§ 1.112 and 1.116.

[46 FR 29183, May 29, 1981]
1.116 Amendments after final action.

(a) After final rejection or action (§ 1.113) amend-
ments may be made cancelling claims or complying
with any requirement of form which has been made.
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Amendments presentmg rejected claims-in better form
for consideration' on appea! may be admitted. The ad-

mission ‘of, ‘or refusal to admit, any amendment after

final rejection, and any proceedings relative thereto,
shall not operate to relieve the. appllcatlon or patent
under reexamination from its condition as subject to
appeal or to save the application from abandonmern;
under § 1.135. '

(b) If amendments touching the merits of the appli-
cation or patent under reexamination are presented
after final rejection, or after appeal has been taken, or
when such amendment might not otherwise be
proper, they may be admitted upon a showing of
good and sufficient reasons why they are necessary
and were not earlier presented.

{c) No amendment can be made as a matter of right
in appealed cases. After decision on appeal, amend-
ments can only be made as provided in § 1.198, or to
carry into effect a recommendation under § 1.196.

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981]

1.117 Amendment and revision required.

The specification, claims and drawing must be
amended and revised when required, to correct inac-
curacies of description and definition or unnecessary
prolixity, and to secure correspondence between the
claims, the specification and the drawing.

1.118 Amendment of disclosure.

{a) No amendment shall introduce ne matter into
the disclosure of an application after the filing date of
the application (§ 1.53(b)). All amendments to the
specification, including the claims, and the drawings
filed after the filing date of the application must con-
form to at least one of them as it was at the time of
the filing of the application. Matter not found in
either, involving a departure from or an addition to
the original disclosure, cannot be added to the appli-
cation after its filing date even though supported by
an oath or declaration in accordance with § 1.63 or
§ 1.67 filed after the filing date of the application.

(b) If it is determined that an amendment filed after
the filing date of the application introduces new
matter, claims containing new matter will be rejected
and deletion of the new matter in the specification
and drawings will be required even if the amendment
is accompanied by an oath or declaration in accord-
ance with § 1.63 or § 1.67.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

1,119 Amendment of claims,

The claims may be amended by canceling particular
claims, by presenting new claims, or by rewriting par-
ticular claims as indicated in § 1.121. The require-
ments of § 1.111 must be complied with by pointing
out the specific distinctions believed to render the
claims patentable over the references in presenting ar-
guments in support of new claims and amendments.

{32 FR 13583, Sept. 28, 1967]
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1121 Manner of making amendments,

(a) Erasures, ‘additions, insertions, or-alterations of

the Office file of papers and records must not be

physically entered by the applicant. Amendments  to
the application (excluding the claims) are made by
ﬁlmg a paper (which should conform to § 1.52), di-

recting or requesting that specified amendments be

made. The exact word or words to be stricken out or
inserted by said amendment must be specified and the
precise point indicated where the deletion or insertion
is to be made.

(b) Except as otherwise provided herein, a particu-

lar claim may be amended only by directions to
cancel or by rewriting such claim with underlining
below the word or words added and brackets around
the word or words deleted. The rewriting of a claim
in this form will be construed as directing the cancel-
lation of the original claim; however, the original
claim number followed by the parenthetical word
“amended” must be used for the rewritten claim. If a
previously rewritten claim is rewritten, underlining
and bracketing will be applied in reference to the pre-
viously rewritten claim with the parenthetical expres-
sion “twice amended,” “three times amended,” etc.,
following the original claim number.

(c) A particular claim may be amended in the
manner indicated for the application in paragraph (a)
of this section to the extent of corrections in spelling,
punctuation, and typographical errors. Additional
amendments in this manner will be admitted provided
the changes are limited to: (1) Deletions and/or (2)
the addition of no more than five words in any one
claim. Any amendment submitted with instructions to
amend particular claims but failing to conform to the
provisions of paragraphs (b) and (c) of this section
may be considered nonresponsive and treated accord-
ingly.

(d) Where underlining or brackets are intended to
appear in the printed patent or are properly part of
the claimed material and not intended as symbolic of
changes in the particular claim, amendment by rewrit-
ing in accordance with paragraph (b) of this section
shall be prohibited.

(e) In reissue applications, both the descriptive por-
tion and the claims are to be amended by either (1)
submitting a copy of a portion of the description or
an entire claim with all matter to be deleted from the
patent being placed between brackets and all matter
to be added to the patent being underlined, or (2) in-
dicating the exact word or words to be stricken out
or inserted and the precise point where the deletion
or insertion is to be made. Any word or words to be
inserted must be underlined. See § 1.173.

() Proposed amendments presented in patents in-
volved in reexamination proceedings must be present-
ed in the form of a full copy of the text of: (1) Each
claim which is amended and (2) each paragraph of the
description which is amended. Matter deleted from
the patent shall be placed between brackets and
matter added shall be underlined. Copies of the print-
ed claims from the patent may be used with any addi-
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tions, being indicated by carets and deleted material
being placed between brackets Claims must not be re-
numbered and the numbering of the claims added for
reexamination must follow the number of the highest
numbered patent claim. No amendment may enlarge
the scope of th: claims of the patent. No new matter
may be introduced into the patent.

(35 US.C. 6, Pub. L. 97-247)

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 1981; para. (e),
49 FR 555, Jan. 4, 1984, effective date Apr. 1, 1984)

1.122 Entry and consideration of amendments.

(a) Amendments are “entered” by the Office by
making the proposed deletions by drawing a line in
red ink through the word or words cancelled, and by
making the proposed substitutions or insertions in red
ink, small insertions being written in at the designated
place and larger insertions being indicated by refer-
ence.

(b) Ordinarily all amendments presented in a paper
filed while the application'is open to amendment are
entered and considered, subsequent cancellation or
correction being required of improper amendments.
Untimely amendatory papers may be refused entry
and consideration in whole or in part. For amend-
ments presented during an interference see § 1.664.

[para. (b), 49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985}

1.123 Amendments to the drawing.

No change in the drawing may be made except by
permission of the Office. Permissible changes in the
construction shown in any drawing may be made
only by bonded draftsmen, at applicant’s expense, or
by the submission of substitute drawings by applicant.
A sketch in permanent ink showing proposed
changes, to become part of the record, must be filed
for approval by the examiner and should be a separate
paper.

(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR 555,
Jan. 4, 1984, effective date Apr. 1, 1984]

1.124 Amendment of amendments.

When an amendatory clause is to be amended, it
should be wholly rewritten and the original insertion
canceled, so that no interlineations or deletions shall
appear in the clause as finally presented. Matter can-
celed by amendment can be reinstated only by a sub-
sequent amendment presenting the canceled matter as
a new insertion.

1.125 Substitute specification.

If the number or nature of the amendments shall
render it difficult to consider the case, or to arrange
the papers for printing or copying, the examiner may
require the entire specification, including the claims,
or any part thereof, to be rewritten. A substitute spec-
ification may not be accepted unless it has been re-
quired by the examiner or unless it is clear to the ex-
aminer that acceptance of a substitute specification
would fucilitate processing of the application. Any
substitute specification filed must be accompanied by
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a' statement that the substltute spec1ficatxon mcludes'_'
no new ‘matter.  Such’ statement must ‘be a verified
statement if made by a person not reglstered to prac-‘

tice before the Ofﬁce

35 us.c. 6, Pub. L. 97-247) .
[48 FR 2712, Jan. 20, 1983, effectlve date Feb 27, 1983]

1.126 Numbermg of clalms

The original numbering of the claims must be pre-
served throughout the prosecution. When claims are
canceled, the remaining claims must not be renum-
bered. When claims are added, except when presented
in accordance with § 1.121(b), they must be numbered
by the applicant consecutively beginning with the
number next following the highest numbered claim
previously presented (whether entered or not). When
the application is ready for allowance, the examiner, if
necessary, will renumber the claims consecutively in
the order in which they appear or in such order as
may have been requested by applicant.

{32 FR 13583, Sept. 28, 1967]

1.127 Petition from refusal to admit amend-
ment.
From the refusal of the primary examiner to admit
an amendment, in whole or in part, a petition will lie
to the Commissioner under § 1.181.

AFFIDAVITS OVERCOMING REJECTIONS

1.131 Affidavit or declaration of prior inven-
tion to overcome cited patent or publication.

(a) When any claim of an application or a patent
under reexamination is rejected on reference to a do-
mestic patent which substantially shows or describes
but does not claim the rejected invention, or on refer-
ence to a foreign patent or to a printed publication,
and the inventor of the subject matter of the rejected
claim, the owner of the patent under reexamination,
or the person qualified under §§ 1.42, 1.43 or 1.47,
shall make oath or declaration as to facts showing a
completion of the invention in this country before the
filing date of the application on which the domestic
patent issued, or before the date of the foreign patent,
or before the date of the printed publication, then the
patent or publication cited shall not bar the grant of a
patent to the inventor or the confirmation of the pat-
entability of the claims of the patent, unless the date
of such patent or printed publication is more than one
year prior to the date on which the inventor’s or
patent owner’s application was filed in this country.

(b) The showing of facts shall be such, in character
and weight, as to establish reduction to practice prior
to the effective date of the reference, or conception of
the invention prior to the effective date of the refer-
ence coupled with due diligence from said date to a
subsequent reduction to practice or to the filing of the
application. Originai exhibits of drawings or records,
or photocopies thereof, must accompany and form
part of the affidavit or declaration or their absence
satisfactorily explained.

(35 US.C. 132; 35 US.C. 6, Pub. L. 97-247)
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[24 FR 10332, Dec: 22,°195% 34 FR 18857, Nov: 26, 1969; para: (a),’

48 FR 2713, Jan, 20, 1983, effective date Feb. 27, 1983; para (a), 50
FR 9381 Mar 7 1985 effecnve date May 8,1985]

1. 132 Affidav:ts or. declaratlons traversl

grounds of rejectmn.

reexammatlon is rejected on reference to a domestlc
patent which substantially shows or describes but
does not claim the invention, or on reference to a for-
eign patent, or to a printed publication, or to facts
within the personal knowledge of an employee of the
Nffice, or when rejected upon a mode or capability of
operation attributed to a reference, or because the al-
leged invention is held to be inoperative or lacking in
utility, or frivolous or injurious to public health or
morals, affidavits or declarations traversing these ref-
erences or objections may be received.

(35 U.S.C. 6, Pub. L. 97-247)
{48 FR 2713, Jan. 20, 1983, effective date Feb. 27, 1983]

INTERVIEWS

1,133 Interviews.

(a) Interviews with examiners concerning applica-
tions and other matters pending before the Office
must be had in the examiners’ rooms at such times,
within office hours, as the respective examiners may
designate. Interviews will not be permitted at any
other time or place without the authority of the Com-
missioner. Interviews for the discussion of the patent-
ability of pending applications will not be had before
the first official action thereon. Interviews should be
arranged for in advance.

(b) In every instance where reconsideration is re-
quested in view of an interview with an examiner, a
complete written statement of the reasons presented at
the interview as warranting favorable action must be
filed by the applicant. An interview does not remove
the necessity for response to Office actions as speci-
fied in §§ 1.111, 1.135.

(35 US.C. 132)

TIME FOR RESPONSE BY APPLICANT; ABANDONMENT
OF APPLICATION

AUTHORITY: Secs: 1.135 to 1.138 also issued under 35 U.S.C. 133.

1.134 Time period for response to an Office
action,

An Office action will notify the applicant of any
non-statutory or shortened statutory time period set
for response to an Office action. Unless the applicant
is notified in writing that response is required in less
than six months, 2 maximum period of six months is
allowed.

(35 US.C. 6; 15 U.S.C. 1113, 1123)
[47 FR 41276, Scpt. 17, 1982, effective date Oct. 1, 1982]

1.135 Abandonment for failure to respond
within time period.

(a) If an applicant of a patent application fails to re-
spond within the time period provided under §§ 1.134
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and 1,136, the application will become abandoned'

unless an Office action indicates otherwise. -

®) Prosecutlon of an_ application to save it from‘

abandonment pursuant to paragraph (a) of this section
must include such complete and proper action as the
condition of the case may require. The admission of
an amendment not responsive to the last Office action,
or refusal to admit the same, and any proceedings rel-
ative thereto, shall not operate to save the application
from abandonment. -

(c) When action by the applicant is a bona fide at-
tempt to respond and to advance the case to final
action, and is substantially a complete response to the
Office action, but consideration of some matter or
compliance with some requirement has been inadvert-
ently omitted, opportunity to explain and supply the
omission may be given before the question of aban-
donment is considered.

(35 US.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

{paras. (8), (b). & (c), 47 FR 41276, Sept. 17, 1982, effective date
Oct. 1, 1982; para. (d) deleted, 49 FR 555, Jan. 4, 1984, effective
date Apr. 1, 1984]

1.136 Filing of timely responses with petition
and fee for extension of time and extensions
of time for cause,

(a) If an applicant is required to respond within a
non-statutory or shortened statutory time period, ap-
plicant may respond up to four months after the time
period set if a petition for an extension of time and
the fee set in §1.17 are filed prior to or with the re-
sponse, unless (1) applicant is notified otherwise in an
Office action or (2) the application is involved in an
interference declared pursuant to § 1.611. The date on
which the response, the petition, and the fee have
been filed is the date of the response and also the date
for purposes of determining the period of extension
and the corresponding amount of the fee. The expira-
tion of the time period is determined by the amount
of the fee paid. In no case may an applicant respond
later than the maximum time period set by statute, or
be granted an extension of time under paragraph (b)
of this section when the provisions of this paragraph
are available. See § 1.645 for extension of time in in-
terference proceedings and § 1.550(c) for extension of
time in reexamination proceedings.

®) When 2 response with petition and fee for ex-
tension of time cannot be filed pursuant to paragraph
(a) of this section, the time for response will be ex-
tended only for sufficent cause, and for a reasonable
time specified. Any request for such extenmsion must
be filed on or before the day on which action by the
applicant is due, but in no case will the mere filing of
the request effect any extension. In no case can any
extension carry the date on which response to an
Office action is due beyond the maximum time period
set by statute or be granted when the provisions of
paragraph (a) of this section are available. See § 1.645
for extension of time in interference proceedings and
§ 1.550(c) for extension of time in reexamination pro-

ings.
(35 US.C. 6, Pub. L. 97-247)
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" [OMB Control No. 0651-0011]

[47. FR. 41277, Sept. 17, 1982, effective date Oct. 1,.1982; 49 -FR
555, Jan. 4, 1984, eﬂ'ectlve date Apr 1, 1984 49 FR 48416 Dec 12
1984, eﬁ'ecnve date Feb. 11, 1985] -

1.137 Revival of abandoned application.

-(a) An application abandoned for failure to pros-
ecute may be revived as a pending application if it is
shown to the satisfaction of the Commissioner that
the delay was unavoidable. A petition to revive an
abandoned application must be promptly filed after
the applicant is notified of, or otherwise becomes
aware of, the abandonment, and must be accompanied
by a showing of the causes of the delay, by the pro-
posed response unless it has been previously filed, and
by the petition fee set forth in § 1.17(1). Such showing
must be a verified showing if made by a person not
registered to practice before the Patent and Trade-
mark Office.

(b) An application unintentionally abandoned for
failure to prosecute, except pursuant to § 1.53(d), may
be revived as a pending application if the delay was
unintentional. A petition to revive an unintentionally
abandoned application must be filed within one year
of the date on which the application became aban-
doned or be filed within three months of the date of
the first decision on a petition to revive under para-
graph (a) of this section which was filed within one
year of the date of abandonment of the application. A
petition to revive an unintentionally abandoned appli-
cation must be accompanied by: (1) A statement that
the abandonment was unintentional; (2) A proposed
response unless it has been previously filed, and (3) a
petition fee as set forth in § 1.17(m). Such statement
must be a verified statement if made by a person not
registered to practice before the Patent and Trade-
mark Office. The Commissioner may require addition-
al information where there is a question whether the
abandonment was unintentional. The three month
period set forth in this paragraph may be extended
under the provisions of § 1.136(a), but no further ex-
tensions under § 1.136(b) will be granted. Petitions to
the Commissioner under § 1.183 to waive any time pe-
riods for requesting revival of an unintentionally
abandoned application will not be considered, but will
be returned to the applicant.

(c) Any petition pursuant to paragraph (a) of this
section not filed within six months of the date of
abandonment must be accompanied by a terminal dis-
claimer with fee under §1.321 dedicating to the
public a terminal part of the term of any patent grant-
ed thereon equivalent to the period of abandonment
of the application.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)
[OMB Control No. 0651-0011}

[47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982; para. (b),
48 FR 2713, Jan. 20, 1983, effective date Feb. 27, 1983]

1.138 Express abandonment.

An application may be expressly abandoned by
filing in the Patent and Trademark Office a written
declaration of abandonment signed by the applicant
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and the assignee of record, if any, and. ldentxfymg ‘the
application. An apphcatlon may “also be_expressly
abandoned by filing a written declaration of abandon-
ment signed by the attorney or agent of record. A
registered attorney :or-agent acting under the provi-
sion of §1.34(a), or of record, may also expressly
abandon a prior application as of the filing date grant-
ed to a continuing application when filing such a con-
tinuing application. Express abandonment of the appli-
cation may not be recognized by the Office unless it is
actually received by appropriate officials in time to
act thereon before the date of issue.

[OMB Control No. 0651-0011}

[47 FR 47244, Oct. 25, 1982, effective date Feb. 27, 1983; 49 FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1.139 [Removed]
{50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION

AUTHORITY: Secs. 1,141 to 1.147 also issued under 35 U.S.C. 121.

i.141 Different inventions in one application.

(a) Two or more independent and distinct inven-
tions, that is, inventions which do not form a single
general inventive concept, may not be claimed in one
application, except that more than one species of an
invention, not to exceed a reasonable number, may be
specifically claimed in different claims in one applica-
tion, provided the application also includes an allow-
able claim generic to all the claimed species and all
the claims to species in excess of one are written in
dependent form (§ 1.75) or otherwise include all the
limitations of the generic claim.

(b) A group of claims of different categories in an
application so linked as to form a single inventive
concept are considered to be one invention. In par-
ticular any of the following groupings of claims of
different categories may be included in the same ap-
plication:

(1) In addition to 2 claim for a given product,

(i) A claim for one process specially adapted for the
manufacture of the said product, as where the process
of making as claimed cannot be used to make other
and materially different products;

(i) A claim for one use of the said product, as
where said use as claimed cannot be practiced with
another materially. different product; or

(iii) Both (b)(1) (i) and (ii);

(2) In addition to a claim for a given process, a
claim for one apparatus or means specifically designed
for carrying out of the said process, that is, it cannot
be used to practice another materially different proc-
€ss.

(c) If the situation of paragraph (b}(1) of this sec-
tion exists where claims to all three categories, prod-
uct, process and use, are included, and the product
claims are not allowable, the use and process claims
are not so linked as to form a single general inventive
concept. Where the process and use claims are not so
joined by an allowable linking product claim, the ap-
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pllcant wnll be requu'ed to elect elther the use or the
process for prosecutxon w1th the product clalm

(Pub L. 94—!31 89 Stat. 685) .
[43 FR 20465 May ll 1978]

1.142. Reqwement for restriction.

(a) If two or more independent and distinct inven-
tions are claimed in a single application, the examiner
in his action shall require the applicant in his response
to that action to elect that invention to which his
claim shall be restricted, this official action being
called a requirement for restriction (also known as a
requirement for division). If the distinctness and inde-
pendence of the inventions be clear, such requirement
will be made before any action on the merits; howev-
er, it may be made at any time before final action in
the case at the discretion of the examiner.

(b) Claims to the invention or inventions not elect-
ed, if not canceled, are nevertheless withdrawn from
further consideration by the examiner by the election,
subject however to reinstatement in the event the re-
quirement for restriction is withdrawn or overruled.

1.143  Reconsideration of requirement,

If the applicant disagrees with the requirement for
restriction, he may request reconsideration and with-
drawal or modification of the requirement, giving the
reasons therefor. (See § 1.111.) In requesting reconsid-
eration the applicant must indicate a provisional elec-
tion of one invention for prosecution, whick: invention
shall be the one elected in the event the requirement
becomes final The requirement for resiriction will be
reconsidered on such a request. If the requirement is
repeated and made final the examiner will at the same
time act on the claims to the invention elected.

1.144 Petition from requirement for restric-
tion.

After a final requirement for restriction, the appli-
cant, in addition to making any response due on the
remainder of the action, may petition the Commis-
sioner to review the requirement. Petition may be de-
ferred until after final action on or allowance of
claims to the invention elected, but must be filed not
later than appeal. A petition will not be considered if
reconsideration of the reguirement was not requested.
(See § 1.181.)

1.145 Subsequent presentation of clgims for
different invention.

If, after an office action on an application, the ap-
plicant presents claims directed to an invention dis-
tinct from and independent of the invention previous-
ly claimed, the applicant will be required to restrict
the claims to the invention previously claimed if the
amendment i8 entered, subject to reconsideration and
review as provided in §§ 1.143 and 1.144.

1.146 Election of species.

In the first action on an application containing a ge-
neric claim and claims restricted separately to each of
more than one species embraced thereby, the examin-
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er may require the applicant in his response to that
action to elect that species of his or her invention' to
‘which his or her claim shall be restricted if no generic
claim:is held allowable. However, if such application
contains claims directed to more than a reasonable
number of species, the examiner may require’ restric-
tion of the claims to not more than a reasonable
number of species before taking further action in the
case.

(Pub. L. 94-131, 89 Stat. 685)

[43 FR 20465, May 11, 1978}

DESIGN PATENTS

1.151 Rules applicable.

The rules relating to applications for patents for
other inventions or discoveries are also applicable to
applications for patents for designs except as other-
wise provided.

(35US.C. 171

1.182 Drawing,

The design must be represented by a drawing made
in conformity with the rules laid down for drawings
of mechanical inventions and must contain a sufficient
number of views to constitute a complete disclosure
of the appearance of the article. Appropriate surface
shading must be used to show the character or con-
tour of the surfaces represented.

(SUS.C. 113, 171)

1.153 Title, description and claim, oath or dec-
laration.

(a) The title of the design must designate the par-
ticular article. No description, other than a reference
to the drawing, is ordinarily required. The claim shall
be in formal terms to the ornamental design for the
article (specifying name) as shown, or as shown and
described. More than one claim is neither required
nor permitted.

(b) The oath or declaration required of the appli-
cant must comply with § 1.63.

(35 US.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; para. (b),
48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983]

1.154 Arrangement of specification.,

The following order of arrangement should be ob-
served in framing design specifications:

(2) Preamble, stating name of the applicant and title
of the design.

(b) Description of the figure or figures of the draw-
ing.

(c) Description, if any.

(d) Claim.

(e) Signed oath or declaration (See § 1.153(b)).
(35 US.C. 171; 35 US.C. 6, Pub. 1.. 97-247)
[24 FR 10332, Dec. 22, 1959, para. (e), 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983]

1.155 fssue and term of design patents.

(a) If, on examination, it shall appear that the appli-
cant is entitled to a design patent under the law, a
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notice of allowance will be sent to the applicant, or
applicant’s attorney or ‘agent, calling for the payment
of the issue fee (§ 1.18(b)). If this issue fee is not paid
within. 3 months of the date of the notice of allow-
ance, the application shall be regarded as abandoned.

" (b)y The Commissioner may accept the payment of
the issue fee later than three months after the mailing
of the notice of allowance as though no abandonment
had ever occurred if upon petition the delay in pay-
ment is shown to have been unavoidable. The petition
to accept the delayed payment must be promptly filed
after the applicant is notified of, or otherwise becomes
aware of, the abandonment, and must be accompanied
by (1) the issue fee, unless it has been previously sub-
mitted, (2) the fee for delayed payment (§ 1.17(1)),
and (3) a showing that the delay was unavoidable.
Such showing must be a verified showing if made by
a person not registered to practice before the Patent
and Trademark Office.

(c) The Commissioner may, upon petition, accept
the payment of the issue fee later than three months
after the mailing of the notice of allowance as though
no abandonment had ever occurred if the delay in
payment was unintentional. The petition to accept the
delayed payment must be filed within one year of the
date on which the application became abandoned or
be filed within three months of the date of the first
decision ¢n a petition under paragraph (b) of this sec-
tion which was filed within one year of the date of
abandonment of the application. The petition to
accept the delayed payment must be accompanied by
(1) the issue fee, unless it has been previously submit-
ted, (2) the fee for unintentionally delayed payment
(§ 1.17(m)), and (3) a statement that the delay was un-
intentional. Such statement must be a verified state-
ment if made by a person not registered to practice
before the Patent and Trademark Office. The Com-
missioner may require additional information where
there is a question whether the abandonment was un-
intentional. The three-month period from the date of
the first decision referred to in this paragraph may be
extended under the provisions of § 1.136(a), but no
further extensions under § 1.136(b) will be granted.
Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an uninten-
tionally abandoned application will not be considered,
but will be returned to the applicant.

(d) Any petition pursuant to paragraph (b) of this
section not filed within six months of the date of
abandonment must be accompanied by a terminal dis-
claimer with fee under §1.321 dedicating to the public
a terminal part of the term of any patent granted
thereon equivalent to the periocd of abandonment of
the application.

(38 US.C 6, 1S US.C. 1113, 1123)
{47 FR 41277, Sepu. 17, 1982, effective date Oct. 1, 1982)
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1.161
PLANT PATENTS

1.161 Rules applicable.

The rules relating to applications for patent for
other inventions or discoveries are also applicable to
applications for patents for plants except as otherwise
provided. ;

1.162 Applicant, cath or declaratmn.

The applicant for a plant patent must be the person
who has invented or discovered and asexually repro-
duced the new and distinct variety of plant for which
a patent is sought (or as provided in §§ 1.42, 1.43, and
1.47). The oath or declaration required of the appli-
cant, in addition to the averments required by § 1.63,
must state that he or she has asexually reproduced the
plant. Where the plant is a newly found plant the oath
or declaration must also state that it was found in a
cultivated area.

(35 US.C. 6, Pub. L. 97-247)
[OMB Control Ne. 0651-0011]
{48 FR 2713, Jan. 20, 1983, effective date Feb, 27, 1983}

1.163 Specification.

(a) The specification must contain as full and com-
plete a disclosure as possible of the plant and the
characteristics thereof that distinguish the same over
related known varieties, and its antecedents, and must
particularly point out where and in what manner the
varsiety of plant has been asexually reproduced. In the
case of a newly found plant, the specification must
particularly point out the location and character of
the area where the plant was discovered.

(b) Two copies of the specification (including the
claim) must be submitted, but only one signed oath or
declaration is required. The second copy of the speci-
fication may be a legible carbon copy of the original.
(35 US.C. 112, 162; 35 U.S.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22, 1959, para. (b), 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983}

1.164 Claim.

The claim shall be in formal terms to the new and
distinct variety of the specified plant as described and
illustrated, and may also recite the principal distin-
guishing characteristics. More than one claim is not
permitted.

(35 U.8.C. 162)

1.165 Drawings.

(a) Plant patent drawings are not mechanical draw-
ings and should be artistically and competently exe-
cuted. Figure numbers and reference characters need
not be employed unless required by the examiner. The
drawing must disclose all the distinctive characteris-
tics of the plant capable of visual representation.

(b) The drawing may be in color and when color is
a distinguishing characteristic of the new variety, the
drawing must be in color. Two copies of color draw-
ings must be submitted. Color drawings may be made
either in permanent water color or oil, or in lieu
thereof may be photographs made by color photogra-
phy or properly colored on sensitized paper. Perma-
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f nently mounted color photographs are acceptable

The paper in any case must correspond in size, weight
and quality to the paper required for other drawings.
See § 1.84. . .
(35'U.S.C. 113, 161; 35 U.S.C. 6; 15 U.S.C. 1113, 1123)

{24 FR 10332, Dec. 22, 1959, para. (b) 47 FR 41277, Sept. 17, 1982,
effective date Oct. 1, 1982]

1.166 .Specimens.

The applicant may be required to furnish specimens
of the plant, or its flower or fruit, in a quantity and at
a time in its stage of growth as may be designated, for
study and inspection. Such specimens, properly
packed, must be forwarded in conformity with in-
structions furnished to the applicant. When it is not
possible to forward such specimens, plants must be
made available for official inspection where grown.

(35 US.C. 114, 161)

1.167 Examination.

(a) Applications may be submitted by the Patent
and Trademark Office to the Department of Agricul-
ture for study and report.

(b) Affidavits or declarations from qualified agricul-
tural or horticultural experts regarding the novelty
and distinctiveness of the variety of plant may be re-
ceived when the need of such affidavits or declara-
tions is indicated.

(35 U.S.C. 161, 164; E.O. 5464, Oct. 17, 1930)
[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

REISSUES
AUTHORITY: Secs. 1.171 to 1.179 also issued under 35 U.S.C. 251.

1.171 Application for reissue,

An application for reissue must contain the same
parts required for an application for an original
patent, complying with all the rules relating thereto
except as otherwise provided, and in addition, must
comply with the requirements of the rules relating to
reissue applications. The application must be accom-
panied by a certified copy of an abstract of title or an
order for a title report accompanied by the fee set
forth in § 1.19(b)(2), to be placed in the file, and by an
offer to surrender the original patent (§ 1.178).

(35 US.C. 6; 15 U.S.C. 1113, 1123)
[OMB Control No. 0651-0011}
[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982}

1.172 Applicants, assignees,

(a) A reissue oath must be signed and sworn to or
declaration made by the inventor or inventors except
as otherwise provided (see §§ 1.42, 1.43, 1.47), and
must be accompanied by the written assent of ail as-
signees, if any, owning an undivided interest in the
patent, but a reissue oath may be made and sworn to
or declaration made by the assignee of the entire in-
terest if the application does not seek to enlarge the
scope of the claims of the original patent.

(b) A reissue will be granted to the original patem.
ee, his legal representatives or assigns as the interest

may appear.
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(35 US.C. 6, Pub. L. 97-247)

fOMB Control No. 0651-0011} o o
{24 FR 10332, Dec. 22, 1959, para. (a), 48 FR 2713 Jan. 20, 1983
effectwe dme Feéb. 27, 1983] ) o

1. 173 Speclficatlon. :

The specification of the reissue application must in-
clude the entire specification and claims of the patent
with the matter to be omitted by reissue enclosed in
square brackets; and any additions made by the re-
issue must be underlined, so that the old and the new
specifications and claims may be readily compared.
Claims should not be renumbered and the numbering
of claims added by reissue should foliow the number
of the highest numbered patent claim. No new matter
shall be introduced into the specification.

1.174 Drawings.

(a) The drawings upon which the original patent
was issued may be used in reissue applications if no
changes whatsoever are to be made in the drawings.
In such cases, when the reissue application is filed, the
applicant must submit a temporary drawing which
may consist of a copy of the printed drawings of the
patent or a photoprint of the original drawings of the
size required for original drawing.

(b) Amendments which can be made in a reissue
drawing, that is, changes from the drawing of the
patent, are restricted.

(36 U.S.C. 6, Pub. L. 97-247)

[24 FR 10332, Dec. 22, 1959; para. (2), 48 FR 2713, Jan. 20, 1983,
effective date Feb. 27, 1983]

1178 Reissue oath or declaration.

(a) Applicants for reissue, in addition to complying
with the requirements of § 1.63, must alsc file with
their applications a statement under oath or declara-
tion as follows:

(1) When the applicant verily believes the original
patent to be wholly or partly inoperative or invalid,
stating such belief and the reasons why.

(2) When it is claimed that such patent is so inoper-
ative or invalid “by reason of a defective specification
or drawing,” particularly specifying such defects.

(3) When it is claimed that such patent is inoper-
ative or invalid “by reason of the patentee claiming
more or less than he had the right to claim in the
patent,” distinctly specifying the excess or insufficien-
¢y in the claims.

(4) [Reserved]

(5) Particularly specifying the errors relied upon,
and how they arose or occurred.

(6) Stating that said errors arose “without any de-
ceptive intention” on the part of the applicant.

(7) Acknowledg,mg a duty to disclose information
applicant is aware of which is material to the exami-
nation of the application.

(b) Corroborating affidavits or declarations of
others may be filed and the examiner may, in any
case, require additional information or affidavits or
declarations concerning the application for reissue and
its object.

(35 US.C 6, Pub. L. 97-247)
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[OMB Control No. 0651-001 1]

[24 FR 10332 Dec 22, 1959 29 FR 18503 Dec. 29 1964 34 FR
18857, Nov. 26,.1969; pars. (a), 47 FR 21752, May 19, 1982, effec-
tive date July 1, 1982; para. (a), 48 FR 2713 Jan. 20, 1983, effective

date Feb. 27, 1983}
1176

Exammatmn of relssue. :

An ongmal claim, if re-presented in the reissue ap-
plication, is subject to reexamination, and the entire
application will be examined in the same manner as
original applications, subject to the rules relating
thereto, excepting that division will not be required.
Applications for reissue will be acted on by the exam-
iner in advance of other applications, but not sooner
than two months after announcement of the filing of
the reissue application has appeared in the Official Ga-
zette.

[42 FR 5595, Jan. 28, 1977}

1.177 Reissue in divisions.

The Commissioner may, in his or her discretion,
cause several patents to be issued for distinct and sep-
arate parts of the thing patented, upon demand of the
applicant, and upon payment of the required fee for
each division. Each division of a reissue constitutes
the subject of a separate specification descriptive of
the part or parts of the invention claimed in such divi-
sion; and the drawing may represent only such part or
parts, subject to the provisions of §§ 1.83 and 1.84. On
filing divisional reissue applications, they shall be re-
ferred to the Commissioner. Unless otherwise ordered
by the Commissioner upon petition and payment of
the fee set forth in § 1.17(i), all the divisions of a re-
issue will issue simultaneously; if there be any contro-
versy as to one division, the others will be withheld
from issue until the controversy is ended, unless the
Commissioner shall otherwise order.

(35 U.S.C. 6, 15U8.C. 1113, 1123)
[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982]

1.178 Original patent.

The application for a reissue must be accompanied
by an offer to surrender the original patent. The ap-
plication should also be accompanied by the original
patent, or if the original is lost or inaccessible, by an
affidavit or declaration to that effect. The application
may be accepted for examination in the absence of the
original patent or the affidavit or declaration, but one
or the other must be supplied before the case is al-
lowed. If a reissue be refused, the original patent will
be returned to applicant upon his request.

{OMB Control No. 0651-0011}]
[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

1.179 Notice of reissue application.

When an applicaticn for a reissue is filed, there will
be placed in the file of the original paten® a notice
stating that an application for reissue has been filed.
When the reissue is granted or the reissue application
is otherwise terminated, the fact will be added to the
notice in the file of the original patent.
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1.181
PETITIONS AND ACTION BY THE COMMISSIONER

1.181  Petition to _thé. Commissioner.

(a) Petition may be taken to the Commissioner: (1)
From any action or requirement of any examiner in
the ex parte prosecution of an application which is not
subject to appeal to the Board of Patent Appeals and
Interferences or to the court; (2) in cases in which a
statute or the rules specify that the matter is to be de-
termined directly by or reviewed by the Commission-
er; and (3) to invoke the supervisory authority of the
Commissioner in appropriate circumstances. For peti-
tions in interferences, see § 1.644.

(b) Any such petition must contain a statement of
the facts involved and the point or points to be re-
viewed and the action requested. Briefs or memoran-
da, if any, in support thereof should accompany or be
embodied in the petition; and where facts are to be
proven, the proof in the form of affidavits or declara-

tions (and exhibits, if any) must accompany the peti- )

tion.

(c) When a petition is taken from an action or re-
quirement of an examiner in the ex parte prosecution
of an application, it may be required that there have
been a proper request for reconsideration (§1.111)
and a repeated action by the examiner. The examiner
may be directed by the Commissioner to furnish a
written statement, within a specified time, setting
forth the reasons for his decision upon the matters
averred in the petition, supplying a copy thereof to
the petitioner.

(d) Where a fee is required for a petition to the
Commissioner the appropriate section of this part will
so indicate. If any required fee does not accompany
the petition, the petition will be dismissed.

(e) Oral hearing will not be granted except when
considered necessary by the Commissioner.

(f) Except as otherwise provided in these rules, any
such petition not filed within 2 months from the
action complained of, may be dismissed as untimely.
The mere filing of a petition will not stay the period
for reply to an Examiner’s action which may be run-
ning against an application, nor act as a stay of other
proceedings.

(g) The Commissioner may delegate to appropriate
Patent and Trademark Office officials the determina-
tion of petitions.

(35U8.C. 6, 15U.S.C. 1113, 1123)
{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; paras.

(d) & (g), 47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982;
para. (a), 49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

1.182  Questions not specifically provided for.
All cases not specifically provided for in the regula-

tions of this part will be decided in accordance with

the merits of each case by or undes the authority of

the Commissioner, and such decision will be commu-

nicated to the interested parties in writing. Any peti-

tion seeking a decision under this section must be ac-

companied by the petition fee set forth in § 1.17(h).

(35S USC. 6 15 USC. 1113, 1123)

{47 FR 41278, Sept. 17, 1982, effective date Get. 1, 1982]
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1.183 Suspension of rules. :
In an extraordinary situation, when justice requires,
any requirement of the regulations in this part which.
is not a requirem.cnt of the statutes may be suspended
or waived by the Commissioner or the Commission-
er's designee, sua sponte, or on petition of the inter-
ested party, subject to such other requirements as may
be imposed. Any petition under this section must be
accompanied by the petition fee set forth in § 1.17¢h).

(35 US.C. 6; 1S US.C. 1113, 1133)
[47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982]

1.184 Reconsideration of cases decided by
former Commissioners.

Cases which have been decided by one Commis-
sioner will not be reconsidered by his successor
except in accordance with the principles which
govern the granting of new trials.

AUTHORITY: Secs. 1.191 to 1.198 also issued under 35 U.S.C. 134,

1.191 Appesl to Board of Patent Appeals and
Interferences.

(a) Every applicant for a patent or for reissue of a
patent, or every owner of a patent under reexamina-
tion, any of the claims of which have been twice re-
jected or who has been given a final rejection
(§ 1.113), may, upon the payment of the fee set forth
in § 1.17(e), appeal from the decision of the examiner
to the Board of Patent Appeals and Interferences
within the time allowed for response.

(b) The appeal in an application must identify the
rejected claim or claims appealed, and must be signed
by the applicant or duly authorized attorney or agent.
An appeal in a reexamination proceeding must identi-
fy the rejected claim or claims appealed, and must be
signed by the patent owner or duly authorized attor-
ney or agent.

{c) An appeal when taken must be taken from the
rejection of all claims under rejection which the ap-
plicant or patent owner proposes to contest. Questions
relating to matters not affecting the merits of the in-
vention may be required to be settled before an
appeal can be considered.

(d) The time periods set forth in §§ 1.191 through
1.194, 1.196 and 1.197 are subject to the provisions of
§ 1.136 for patent applications or § 1.550(c) for reex-
amination proceedings. '

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)
[OMB Control No. 0651-0011]

f46 FR 29183, May 29, 1981; para. (a), 47 FR 41278, Sept. 17, 1982,
effective date Gct. 1, 1982; para. (d), 49 FR 555, Jan. 4, 1984, effec-
tive date Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective date
Feb. 11, 1985}

1.192 Appellant’s brief.

(a) The appellant shali, within 2 months from the
date of the notice of appeal under § 1.191 in an appli-
cation, reissue application, or patent under reexamina’

tion, or within the time allowed for response to th
action appealed from, if such time is later, file a brie
in triplicate. The brief must be accompanied by the
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requisite fee set forth in § 1.17(f) and must set forth
the autherities and arguments on which the appellant
will rely to maintain the appeal. The brief must in-
clude a concise explananon of the invention which
should refer to the drawing by reference characters,
and a copy of the claims involved.

(b) On failure to file the brief, accompanied by the
requisite fee, within the time allowed, the appeal shall
stand dismissed.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

{36 FR 5850, Mar. 30, 1971; para. (a), 47 FR 41278, Sept. 17, 1982,
effective date Oct. 1, 1982; para. (a), 49 FR 556, Jan. 4, 1984, effec-
tive date Apr. 1, 1984]

1.193 Examiner’s answer.

(a) The primary examiner may, withiu such time as
may be directed by the Commissioner, furnish a writ-
ten statement in answer to the appellant’s brief includ-
ing such explanation of the invention claimed and of
the references and grounds of rejection as may be
necessary, supplying a copy to the appellant. If the
primary examiner shall find that the appeal is not reg-
vlar in form or does not relate to an appealable
action, he shall so state and a petition from such deci-
sion may be taken to the Commissioner as provided in
§1.181.

(b) The appellant may file a reply brief directed
only to such new points of argument as may be raised
in the examiner’s answer, within one month from the
date of such answer. However, if the examiner’s
answer states a new ground of rejection appellant
may file a reply thereto within two months from the
date of such answer; such reply may include any
amendment or material appropriate to the new
ground.

(©) Any decision pursuant to § 1.56{(d) rejecting
claims in an application already under appeal of a re-
jection based on other grounds shall constitute a sup-
plemental examiner’s answer introducing a new
ground of rejection and removing the suspension of
the appeal introduced pursuant to § 1.56(e), in which
case appellant may file a reply thereto within two
months from the date of the supplemental examiner’s
answer. Such reply will be considered and responded
to as necessary. Appellant may file a reply brief di-
rected to any such response within one month of the
date of the response or within such other time as may
be set in the responge.

[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov. 26, 1969; para. (c),
47 FR 21752, May 19, 1982, added effective July 1, 1982; para. (b),
S0 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.194 Oral hearing,

(a) An oral hearing should be requested only in
those circumstances in which the appellant considers
such a hearing necessary or desirable for a proper
presentation of his dppea! An appeal decided without
an oral hearing will receive the same consideration by
the Board of Patent Appeals and Interferences as ap-
als decided after oral hearing.

(by If appellant desires an oral hearing, appellant
must file a written request for such hearing accompa-
nied by the fee set forth in § 1.17(g) within one month
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after the date of the examiner’s answer. If appellant
requests an oral hearing and submits therewith the fee
set forth in § 1.17(g), an oral argument may be pre-
sented by, or on behalf of, the primary.examiner if
considered desirable by either the primary examiner
or the Board.

{c) If no request and fee for oral hearing have been
timely filed by the appellant, the appeal will be as-
signed for consideration and decision. If the appellant
has requested an oral hearing and has submitted the
fee set forth in § 1.17(g), a day of hearing will be set,
and due notice thereof given to the appellant and to
the primary examiner. Hearing will be held as stated
in the notice, and oral argument will be limited to
twenty minutes for the appellant and fifteen minutes
for the primary examiner unless otherwise ordered
before the hearing begins.

(35 U.S.C. 6; 15 US.C. 1113, 1123)

[42 FR 5595, Jan. 28, 1977; paras. (b) & (c), 47 FR 41278, Sept. 17,
1982, effective date Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12,
1984, effective date Feb. 11, 1985]

1.195 Affidavits or declarations after appeal.

Affidavits, declarations, or exhibits submitted after
the case has been appealed will not be admitted with-
out a showing of good and sufficient reasons why
they were not earlier presented.

[34 FR 18858, Nov. 26, 1969)

1.196 Decision by the Board of Patent Ap-
peals and Interferences.

(a) The Board of Patent Appeals and Interferences,
in its decision, may affirm or reverse the decision of
the examiner in whole or in part on the grounds and
on the claims specified by the examiner. The affirm-
ance of the rejection of a claim on any of the grounds
specified constitutes a general affirmance of the deci-
sion of the examiner on that claim, except as to any
ground specifically reversed.

(b) Should the Board of Patent Appeals and Inter-
ferences have knowledge of any grounds not involved
in the appeal for rejecting any appealed claim, it may
include in the decision a statement to that effect with
its reasons for so holding, which statement shall con-
stitute a new rejection of the claims. When the Board
of Patent Appeals and Interferences make a new re-
jection of an appealed claim, the appellant may exer-
cise any one of the following three options:

(1) The appellant may submit an appropriate
amendment of the claims so rejected or a showing of
facts, or both, and have the matter reconsidered by
the examiner in which event the application will be
remanded to the examiner and the decision of the
Board of Patent Appeals and Interferences shall not
be considered final for the purpose of judicial review.
The statement shall be binding upon the examiner
uniess an amendment or showing of facts not previ-
ously of record be made which, in the opinion of the
examiner, overcomes the new ground for rejection
stated in the decision. When appropriate, upon con-
clusion of proceedings on remand before the examin-
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er, the Board of Patent Appeals and Interferences
may enter aii order otherwnse makmg its decision
final.

(2) The appellant may have the case reconsidered
under § 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. Where request
for such reconsideration is made the Board of Patent
Appeals and Interferences shall, if necessary, render a
new decision which shall include all grounds upon
which a patent is refused.

(3) The appellant may treat the decision, including
the new grounds for rejection given by the Board of
Patent Appeals and Interferences, as a final decision
in the case.

(c) Should the decision of the Board of Patent Ap-
peals and Interferences include an explicit statement
that a claim may be allowed in amended form, appel-
lant shall have the right to amend in conformity with
such statement which shall be binding on the examin-
er in the absence of new references or grounds of re-
jection.

(d) Although the Board of Patent Appeals and
Interferences normally will confine its decision to a
review of rejections made by the examiner, should it
have knowledge of any grounds for rejecting any al-
lowed claim it may include in its decision a recom-
mended rejection of the claim and remand the case to
the examiner. In such event, the Board shall set a
period, not less than one month, within which the ap-
pellant may submit to the examiner an appropriate
amendment, a showing of facts or reasons, or both, in
order to avoid the grounds set forth in the recommen-
dation of the Board of Patent Appeals and Interfer-
ences. The examiner shall be bound by the recommen-
dation and shall enter and maintain the recommended
rejection unless an amendment or showing of facts
not previously of record is filed which, in the opinion
of the examiner, overccmes the recommended rejec-
tion. Should the examiner make the recommended re-
jection final the applicant may again appeal to the
Board of Patent Appeals and Interferences. Whenever
a decision of the Board of Patent Appeals and Inter-
ferences includes a remand, that decision shall not be
considered a final decision. When appropriate, upon
conclusion of proceedings on remand before the ex-
aminer, the Board of Patent Appeals and Interfer-
ences may enter an order otherwise making its deci-
sion final.

{24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 198); 49 FR
48416, Dec. 12, 1984, effective date Feb. 12, 1985}

1.197 Action following decision.

(a) After decision by the Board of Patent Appeals
and Interferences, the case shall be returned to the ex-
aminer, subject to the appellant’s right of appeal or
other review, for such further action by the appellant
or by the examiner, as the condition of the case may
require, 1o carry into effect the decision.

(b) A single request for reconsideration or modifica-
tion of the decision may be made if filed within one
month from the date of the original decision, unless
that decision is so modified as to become, in effect, 3
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new decision, and the Board of Patent Appeals and
Interferences so states.

(c) Proceedings are considered terminated by ‘the
dismissal of an appeal or the failure to timely file an
appeal to the court or a civil action (§ 1.304) except-
(1) Where claims stand allowed in an apphca*non or
(2) where the nature of the decision requires further
action by the examiner. In such cases, the date of ter-
mination of proceedings is the date on which the
appeal is dismissed or the date on which the time for
appeal to the court or review by civil action (§ 1.304)
expires. If an appeal to the court or a civil action has
been filed, proceedings are similarly considered termi-
nated when the appeal or civil action is terminated.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

[46 FR 29184, May 29, 1981; para. (a), 47 FR 41278, Sept. 17, 1982,
effective date Oct. 1, 1982; 49 FR 556, Jan. 4, 1984, effective date
Apr. 1, 1984; paras. (a) & (b), 49 FR 48416, Dec. 12, 1984, effective
date Feb. 11, 1985]

1.198 Reopening after decision.

Cases which have been decided by the Board of
Patent Appeals and Interferences will not be reopened
or reconsidered by the primary examiner except
under the provisions of § 1.196 without the written
authority of the Commissioner, and then only for the
consideration of matters not already adjudicated, suffi-
cient cause being shown.

{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

INTERFERENCES: DEFINITION, PREPARATION,
DECLARATION

1.201-1.212 [Removed)

{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985}
INTERFERENCES: PRELIMINARY STATEMENT

1.215-1.228 [Removed]

[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

INTERFERENCES: MOTION PERIOD, DISSOLUTION,
REFORMATION

1.231-1.238 [Removed]
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]
INTERFERENCES: MISCELLANEOUS PROVISIONS

1.242-1.247 {Removed]

[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985}
MISCELLANEOUS PROVISIONS

1.248 Service of papers; manner of service;

proof of service in cases other than interfer-
ences.

(a) Service of papers must be on the attorney or

agent of the party if there be such or on the party if

there is no attorney or agent, and may be made in any .

of the following ways:
(1) By delivering a copy of the paper to the person
served;
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- (2) By leaving a copy at the usual place of business
of the person served with someone in his employ-
merit;

(3) When the person served has no usual place of
bqsiness, by leaving a copy at the person’s residence,
with some person of suitable age and discretion who
resides there;

(4) Transmission by first class mail. When service is
by mail the date of mailing will be regarded as the
date of service;

(5) Whenever it shall be satisfactorily shown to the
Commissioner that none of the above modes of ob-
taining or serving the papei is practicable, service
may be by notice published in the Official Gazette.

() Papers filed in the Patent and Trademark Office
which are required to be served shall contain proof of
service. Proof of service may appear on or be affixed
to papers filed. Proof of service shall include the date
and manner of service. In the case of personal service,
proof of service shall also include the name of any
person served, certified by the person who made serv-
ice. Proof of service may be made by: (]) An ac-
knowledgement of service by or on behalf of the
person served or (2) a statement signed by the attor-
ney or agent containing the information required by
this section.

(c) See §1.646 for service of papers in interfer-
ences.

{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985]

INTERFERENCES: TRIAL
‘.251-1.259 [Removed]

(49 FR 48416, Dec. 12, 1984, effective date Feb, 11, 1985]
INTERFERENCES: TERMINATION

1.261-1.268 [Removed]
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1.271-1.288 [Removed]
{49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

PrOTESTS AND PUBLIC USE PROCEEDINGS

1.291 Protests by the public against pending
applications.

(a) Protests by a member of the public against
pending applications will be referred to the examiner
having charge of the subject matter involved. A pro-
test specifically identifying the application to which
the protest is directed will be entered in the applica-
tion file if (1) the protest is timely submitted; and (2)
the protest is either served upon the applicant in ac-
cordance with § 1.248, or filed with the Office in du-
plicate in the event service is not possible.

(b) A protest submitted in accordance with the
second sentenice of paragraph (a) of this section will
be considered by the Office if it includes (1) a listing
of the patents, publications or other information relied
upon; (2) a concise explanation of the relevance of

h listed item; (3) a copy of each listed patent or
ublication or other item of information in written
form or at least the pertinent portions thereof; and (4)
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an English language translation of all the necessary
and pertinent parts of any non-English language
patent, publication, or other item of information in
written form relied upon.

(c) An acknowledgment of the entry of a protest
under paragraph (a) of this section in a reissue appli-
cation file will be sent to the member of the public
filing the protest. A member of the public filing a pro-
test under paragraph (a) of this section in an applica-
tion for an original patent will not receive any com-
munications from the Office relating to the protest,
other than the return of a self-addressed postcard
which the member of the public may include with the
protest in order to receive an acknowledgment by the
Office that the protest has been received. The Office
will communicate with the applicant regarding any
protest entered in the application file and may require
the applicant to supply information pursuant to para-
graph (a) of §1.56, including responses to specific
questions raised by the protest, in order for the Office
to decide any issues raised by the protest. The active
participation of the member of the public filing a pro-
test pursuant to paragraph (a) of this section ends
with the filing of the protest and no further submis-
sion on behalf of the protestor will be acknowledged
or considered unless such submission raises new issues
which could not have been earlier presented, and
thereby constitutes 2 new protest.

[47 FR 21752, May 19, 1982, effective date July 1, 1982]

1.292 Public use proceedings.

(a) When a petition for the institution of public use
proceedings, supported by affidavits or declarations
and the fee set forth in § 1.17(j) is filed by one having
information of the pendency of an application and is
found, on reference to the examiner, to make a prima
facie showing that the invention claimed in an applica-
tion believed to be on file had been in public use or
on sale more than one year before the filing of the ap-
plication, a hearing may be had before the Commis-
sioner to determine Whether a public use proceeding
should be instituted. If instituted, the Commissioner
may designate an appropriate official to conduct the
public use proceeding, including the setting of times
for taking testimony, which shall be taken as provided
by §§1.671 through 1.685. The petitioner will be
heard in the proceedings but after decision therein
will not be heard further in the prosecution of the ap-
plication for patent.

(b) The petition and accompanying papers should
either: (1) Reflect that a copy of the same has been
served upon the applicant or upon his attorney or
agent of record; or (2) be filed with the Office in du-
plicate in the event service is not possible. The peti-
tion and accompanying papers, or a notice that such a
petition has been filed, shall be entered in the applica-
tion file.

(c) A petition for institution of public use proceed-
ings shall not be filed by a party to an interference as
to an application involved in the interference. Public
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use and on sale issues in an interference shall be raised
by a preliminary motion under § 1.633(a).
(35 U.S.C. 6; 15 US.C: 1113, 1123)

[42 FR 5595, Jan. 28, 1977; para. (a), 47 FR 41279, Sept. 17, 1982;
paras. (8) & (c), 49 FR 48416, Dec. 12, 1984, effective date Feb. 12,

1985) ; ‘
1.293 Statutory invention registration.

(a) An applicant for an original patent may request,
at any time during the pendency of applicant’s pend-
ing complete application, that the specification and
drawings be published as a statutory invention regis-
tration. Any such request must be signed by (1) the
applicant and any assignee of record or (2) an attor-
ney or agent of record in the application.

(b) Any request for publication of a statutory inven-
tion registration must include the following parts:

(1) A waiver of the applicant’s right to receive a
patent on the invention claimed effective upon the
date of publication of the statutory invention registra-
tiom;

(2) The required fee for filing a request for publica-
tion of a statutory invention registration as provided
for in § 1.17 (n) or (o);

(3) A statement that, in the opinion of the requester,
the application to which the request is directed meets
the requirements of 35 U.S.C. 112; and

(4) A statement that, in the opinion of the requester,
the application to which the request is directed com-
plies with the formal requirements of this part for
printing as a patent.

(c) A waiver filed with a request for a statutory in-
vention registration will be effective, upon publication
of the statutory invention registration, to waive the
inventor’s right to receive a patent on the invention
claimed in the statutory invention registration, in any
application for an original patent which is pending on,
or filed after, the date of publication of the statutory
invention registration. A waiver filed with a request
for a statutory invention registration will not affect
the rights of any other inventor even if the subject
matter of the statutory invention registration and an
applicatien of another inventor are commonly owned.
A waiver filed with a request for a statutory inven-
tion registration will not affect any rights in 2 patent
to the inventor which issued prior to the date of pub-
lication of the statutory invention registration unless a
reissue application is filed seeking to enlarge the scope
of the claims of the patent. See also § 1.106(e).

[OoMB Control No. 0651-0018]
[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.294 Examination of request for publication
of a statutory invention registration and
pate:; application to which the request is di-
rected.

(a) Any request for a statutory invention registra-
tion will be examined to determine if the requirements
of §1.293 have been met. The application to which
the request is directed will be examined to determine
(1) if the subject matter of the application is appropri-
ate for publication, (2) if the requirements for publica-
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- tion are met, and (3) if the requirements of 35 U.S.C.

112 and § 1.293 of this part are met. '

(b) Applicant will be notified of the results of th u
examination se* forth in paragraph (a) of this sectio
If the requirements of § 1.293 and this section are no
met by the request filed, the notification to applicant
will set a period of time within which to comply with
the requirements in order to avoid abandonment of
the application. If the application does not meet the
requirements of 35 U.S.C. 112, the notification to ap-
plicant will include a rejection under the appropriate
provisions of 35 U.S.C 112. The periods for response
established pursuant to this section are subject to the
extension of time provisions of § 1.136. After response
by the applicant, the application will again be consid-
ered for publication of a statutory invention registra-
tion. If the requirements of § 1.293 and this section
are not timely met, the refusal to publish will be made
final. If the requirements of 35 U.S.C. 112 are not
met, the rejection pursuant to 35 U.S.C. 112 will be
made final.

(c) If the examination pursuant to this section re-
sults in approval of the request for a statutory inven-
tion registration the applicant will be notified of the
intent to publish a statutory invention registration.

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.295 Review of decision finally refusing to
publish a statutory invention registration.

(a) Any requester who is dissatisfied with the final
refusal to publish a statutory invention registration fi
reasons other than compliance with 35 U.S.C. 1]
may obtain review of the refusal to publish the statu-
tory invention registration by filing a petition to the
Commissioner accompanied by the fee set forth in
§ 1.17(h) within one month or such other time as is
set in the decision refusing publication. Any such peti-
tion should comply with the requirements of
§ 1.181(b). The petition may include a request that the
petition fee be refunded if the final refusal to publish a
statutory invention registration for reasons other than
compliance with 35 U.S.C. 112 is determined to result
from an error by the Patent and Trademark Office.

(b) Any requester who is dissatisfied with a deci-
sion finally rejecting claims pursuant to 35 U.S.C. 112
may obtain review of the decision by filing an appeal
to the Board of Patent Appeals and Interferences pur-
suant to § 1.191. If the decision rejecting claims pursu-
ant to 35 U.S.C. 112 is reversed, the request for a stat-
utory invention registration will be approved and the
registration published if all of the other provisions of
§ 1.293 and this section are met.

[OMB Control No, 0651-(018)
{50 FR 9382, Mar, 7, 1985, cffective date May 8, 1985]

1.296 Withdrawal of request for publication of
statutory invention registration,

A request for a statutory invention registration
which has been filed, may be withdrawn prior to tf
date of the notice of the intent to publish a statuto
invention registration issued pursuant to § 1.294(c) by
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~filing ‘& request to withdraw the request for publica-

tion of a statutory invention registration. The request
to withdraw may also include a request for a refund
of any amount paid in excess of the application filing
fee and a handling fee of $100 which will be retained.
Any request to withdraw the request for publication

of a statutory invention reglstratlon filed on or after

the date of the notice of intent to publish issued pur-
suant to § 1.294(c) must be in the form of a petition
pursuant to § 1.183 accompanied by the fee set forth
in § 1.17(h).

[OMB Control No. 0651-0018)

{50 FR 9382, Mar. 7, 1985, effective date May 8, 1985]

1.297 Publication of statutory invention regis-
tration.

(a) If the request for a statutory invention registra-
tion is approved the statutory invention registration
will be published. The statutory invention registration
will be mailed to the requester at the correspondence
address as provided for in § 1.33(a). A notice of the
publication of each statutory invention registration
will be published in the Official Gazette.

(b) Each statutory invention registration published
will include a statement relating to the attributes of a
statutory invention registration. The statement will
read as follows:

A statutory invention registration is not a patent. It has the de-
fensive attributes of a patent but does not have the enforceable at-
tributes of 2 patent. No article or advertisement or the like may use
the term patent, or any term suggestive of a patent, when seferring
o a statutory invention registration. For more specific information
on the rights associated with a statutory invention registration see
35 U.8.C. I57.

{50 FR 9382, Mar. 7, 1985, effective date May 8, 1985: 50 FR
31826, Aug. 6, 1985, effective date Oct. 5, 1985)

REVIEW OF PATENT AND TRADEMARE OFFICE
Decisions By COURT

1.301 Appeal to U.S. Court of Appeals for the
Federal Circuit,

Any applicant or any owner of a patent involved in
a reexamination proceeding dissatisfied with the deci-
sion of the Board of Patent Appeals and Interfer-
ences, and any party to an interference dissatisfied
with the decision of the Board of Patent Appeais and
Interferences, may appeal to the U.S. Court of Ap-
peals for the Federal Circuit. The appellant must take
the following steps in such an appeal: (2) In the
Patent and Trademark Office file a written notice of
appeal directed to the Commissioner (see §§ 1.302 and
1.304); and (b) in the Court, file a copy of the notice
of appeal and pay the fee for appeal, as provided by
the rules of the Court. The certified list of documents
and any original or certified copies of such documents
required by the Court will be transmitted to the Court
by the Patent and Trademark Office.

(35 U.S.C. 6,15 USC. 1123)

{47 FR 47381, Oct. 26, 1982, effective date Oct. 26, 1982, 49 FR
48416, Dec. 12, 1984, effective date Feb, 11, 1585, 50 FR 9383,
Mar. 7, 1985, effective date May 8, 1985]

1302
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- Notice of appeal
(@) When an appeal is taken to the US Court of

'Appeals for the Federal Circuit, the appellant shall

give notice thereof to the Commissioner within the
time specified in § 1.304..

(b) In .nterferences, the notice must be served as
provided in § 1.646.
{24 FR 10332, Dec. 22, 1959; para. (a), 47 FR 47381, Oct. 26, 1982,
effective date Oct. 26, 1982; 49 FR 48416, Dec. 12, 1984, effective
date Feb. 11, 1985; 50 FR 9383, Mar. 7, 1985, effective date May 8,
19857

1.303
3060

(2) Any applicant or any owner of a patent in-
volved in a reexamination proceeding dissatisfied with
the decision of the Board of Patent Appeals and
Interferences, and any party dissatisfied with the deci-
sion of the Board of Patent Appeals and Interfer-
ences, may, instead of appealing to the U.S. Court of
Appeals for the Federal Circuit (§ 1.301), have
remedy by civil action under 35 U.S.C. 145 or 146, as
appropriate. Such civil action must be commenced
within the time specified in § 1.304.

(b) If an applicant in an ex parte case or an owner
of a patent involved in a reeexamination proceeding
has taken an appeal to the U.S. Court of Appeals for
the Federal Circuit, he or she thereby waives his or
her right to proceed under 35 U.S.C. 145.

(c) If any adverse party to an appeal taken to the
U.S. Court of Appeals for the Federal Circuit by a
defeated party in an interference proceeding files
notice with the Commissioner within twenty days
after the filing of the defeated party’s notice of appeal
to the court (§ 1.302), that he or she elects to have all
further proceedings conducted as provided in 35
U.S.C. 146, certified copies of such notices will be
transmitted to the U.S. Court of Appeals for the Fed-
eral Circuit for such action as may be necessary. The
notice of election must be served as provided in
§ 1.646.

(35 U.S.C. 6; 15 U.S.C. 1123)
[47 FR 47381, Oct. 26, 1982, effective date Oct. 26, 1982; 49 FR
48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1.304 Time for appeal or civil action.

(a) The time for filing the notice of appeal to the
U.S. Court of Appeals for the Federal Circuit
(§ 1.302) or for commencing a civil action (§ 1.303) is
sixty days from the date of the decision of the Board
of Patent Appeals and Interferences. If a request for
reconsideration or modification of the decision is filed
within the time provided under §1.197(b) or
§ 1.658(b), the time for filing an appeal or commenc-
ing a civil action shall expire at the end of the sixty-
day period or thirty days after action on the request,
whichever is later. Except for an appeal from or com-
mencing a civil action after a decision of the Board of
Patent Appeals and Interferences in a reexamination
proceeding or an interference proceeding, the time
periods set forth herein are subject to the provisions

Civil action under 35 U.S.C. 145, 146,
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of §1.136. See §1.550(c) for extensions of time to
appeal or commence a civil action in a reexamination
proceeding. See § 1.645(a) for extensions of time to
appeal or commence a civil action in an interference.
An examiner-in-chief, upon a showing of excusable
neglect, may. extend the time for seeking judicial
review of a decision of the Board of Patent Appeals
and Interferences in an interference case when a re-
quest is untimely filed after expiration of the time pre-
scribed by this section.

(b) The times specified herein are calendar days. If
the last day of the time specified for appeal or com-
mencing a civil action falls on a Saturday, Sunday or
legal holiday, the time is extended to the mext day
which is neither a Saturday, Sunday nor a holiday.

(c) If a defeated party to an interference has taken
an appeal to the U.S. Court of Appeals for the Feder-
al Circuit and an adverse party has filed notice under
38 U.S.C. 141 that he or she elects to have all further
proceedings condiiited under 35 US.C. 146
(§ 1.303(c)), the time for filing a civil action thereafter
is specified in 35 U.S.C. 141.

(35 U.S.C. 6, Pub. L. 97-247; 15 U.S.C. 1113, 1123)

f61 FR 758, Jan. 5, 1976; pars. (8) & (c), 47 FR 47382, Oct. 26,
1982; para. (8), 49 FR 556, Jan. 4, 1984, effective date Apr. 1, 1984;
pare. (2) 49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985;
pase. (a), 50 FR 9383, Mar. 7, 1985, effective date May 8, 1985)

ALLOWANCE AND ISSUE OF PATENT

1.311 Netice of allowance.

(a) If, on examination, it shall appear that the appli-
cant is entitled to a patent under the law, a notice of
allowance will be sent to applicant at the correspond-
ence address indicated in § 1.33, calling for the pay-
ment of a specified sum constituting the issue fee
(€ 1.18), which shall be paid within 3 months from the
date of the mailing of the notice of allowance.

(b) An authorization to charge the issue fee (§ 1.18)
to a deposit account may be filed in an individual ap-
plication, either before or after mailing of the notice
of allowance. Where an authorization to charge the
issue fee to a deposit account has been filed before the
mailing of the notice of allowance, the issue fee will
be automatically charged to the deposit account at the
time of mailing the notice of allowance.

{OME Control MNo. 0651-0011]
(35 U.S.C. 6,15 US.C. 1113, 1123)
[47 FR 41279, Sept. 17, 1982, effective date Oct. 1, 1982]

1.312 Amendments after allowance,

(a) No amendment may be made as a matter of
right in an application after the mailing of the notice
of allowance. Any amendment pursuant 0 this para-
graph filed before the payment of the issue fee may be
entered on the recommendation of the primary exam-
iner, approved by the Commissioner, without with-
drawing the case from issue.

(b) Any amendment pursuant to paragraph (a) of
this section filed after the date the issue fee is paid
must be acwmpamcd by a petition including the fee
set forth in § 1.17() and a showing of good and suffi-
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cient reasons why the amendment is necessary md
‘was not earlier presented.

" @5USLC. 6 15 US.C. 1113, 1123)

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982] .
1313 Withdrawal from issue,

(a) Applications may be withdrawn from issue for
further action at the initiative of the Office or upon
petition by the applicant. Any such petition by the ap-
plicant must include a showing of good and sufficient
reasons why withdrawal of the application is neces.
sary and, if the reason for the withdrawal is not the
fault of the Office, must be accompanied by the fee
set forth in § 1.17(i). If the application is withdrawn
from issue, 2 new notice of allowance will be sent if
the application is again allowed. Any amendment ac-
companying a petition to withdraw an application
grorg issue must comply with the requirements of

1.312.

(b) When the issue fee has been paid, and the patent
to be issued has received iis issue date and patent
number, the application will not be withdrawn from
issue for any reason except (1) mistake on the part of
the Office, (2) a violation of § 1.56 or illegality in the
application, (3) unpatentability of one or more claims,
or (4) for interference.

(35US.C. 6 15US.C. 1113, 1123)
[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

1.314 Issuance of patent.

If payment of the issue fee is timely made, the
patent will issue in regular course unless (a) the appli‘
cation is withdrawn from issue (£ 1.313) or (b) issu-

ance of the patent is deferred. Any petition by the ap-
plicant requesting deferral of the issuance of a patent
must be accompanied by the fee set forth in § 1.17(i)
and must include a showing of good and sufficient
reasons why it is necessary to defer issuance of the
patent.

{OMB Control No. 0651-0011}

(35 US.C. 6; 15 USC. 1113, 1123)

[47 FR 41280, Sept, 17, 1982, effective date Oct. 1, 1982]

1318 Delivery of patent.

The patent will be delivered or mailed on the day
of its date to the attorney or agent of record, if there
be one; or if the attorney or agent so request, to the
patentee or assignee of an interest therein; or, if there
be no attorney or agent, to the patentee or to the as-
signee of the entire interest, if he so request.

(35U.8.C. 151)

1.316 Application abandoned for failure to pay
fssue fee,

(a) If the issue fee is not paid within 3 months from
the date of the notice of allowance, the application
will be regarded as abandoned. Such an abandoned
application will not be considered as pending before
the Patent and Trademark Office.

(b) The Commissioner may accept the payment o
the issue fee later than three months after the mailing
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of the notice of allowance as though no ‘abandonment
had ever occurred if upon petition the delay in pay-
ment is shown to have been unavoidable. The petition
to accept the delayed payment must be promptly filed
after the applicant is notified of, or otherwise becomes
aware of, the abandonment, and must be accompanied
b)j (1) the issue fee, unless it has been previously sub-
mitted, (2) the fee for delayed payment (§ 1.17(1)),
and (3) a showing that the delay was unavoidable.
Such showing must be a verified showing if made by
a person not registered to practice before the Patent
and Trademark Office.

(c) The Commissioner may, upon petition, accept
the payment of the issue fee later than thr~e months
after the mailing of the notice of allowance as though
no abandonment had ever occurred if the delay in
payment was unintentional. The petition to accept the
delayed payment must be filed within one year of the
date on which the application became abandoned or
be filed within three months of the date of the first
decision on a petitias: under paragraph (b) of this sec-
tion which was filed within one year of the date of
abandonment of the application. The petition to
accept the delayed payment must be accompanied by
(1) the issue fee, unless it has been previously submit-
ted, (2) the fee for unintentionally delayed payment
(§ 1.17(m)), and (3) a statement that the delay was un-
intentional. Such statement must be a verified state-
ment if made by a person not registered to practice
before the Patent and Trademark Office. The Com-
missioner may require additional information where
there is a question whether the abandonment was un-
intentional. The three-month period from the date of
the first decision referred to in this paragraph may be
extended under the provisions of § 1.136(a), but no
further extensions under §1.136(b) will be granted.
Petitions to the Commissioner under § 1.183 to waive
any time periods for requesting revival of an uninten-
tionally abandoned application will not be considered,
but will be returned to the applicant.

(d) Any petition pursuant to paragraph (b) of this
section not filed within six months of the date of
abandonment must be accompanied by a terminal dis-
claimer with fee under §1.321 dedicating to the
public a terminal part of the term of any patent grant-
ed thereon equivalent to the period of abandonment
of the application.

[OMB Control No., 0651-0011]
(35 US.C. 6, 15 U.S.C. 1113, §123)
{47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982]

1.317 Lapsed patents; delayed payment of bal-
ance of issue fee,

(a) If the issue fee was paid prior to October 1,
1982, any remaining balance of the issue fee is to be
paid within three months from the date of notice
thereof and, if not paid, the patent will lapse at the
termination of the three month period.

(b) The Commissioner may accept the payment of
the remaining balance of the issue fee later than three
months after the mailing of the notice thereof as
though no lapse had ever occurred if upon petition
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the delay in payment is shown to have been unavoid-
able. The petition to accept the delayed payment must
be promptly filed after the applicant is notified of, or
otherwise becomes aware of, the lapse, and must be
accompanied. by (1) the remaining balance of the issue
fee, unless it has been previously submitted, (2) the fee
for delayed payment (§ 1.17(1)), and (3) a showiag
that the delay was unavoidable. Such showing must
be a verified showing if made by a person not regis-
tered to practice before the Patent and Trademark
Office.

(c) The Commissioner may, upon petition, accept
the payment of the remaining balance of the fee later
than three months after the mailing of the notice
thereof as though no lapse had ever occurred if the
delay in payment was unintentional. The petition to
accept the delayed payment must be filed within one
year of the date on which the patent lapsed or be
filed within three months of the date of the first deci-
sion on a petition under paragraph (b) of this section
which was filed within one year of the date of lapse
of the patent. The petition to accept the delayed pay-
ment must be accompanied by (1) the remaining bal-
ance of the issue fee, unless it has been previously
submitted, (2) the fee for unintentionally delayed pay-
ment (§ 1.17(m)), and (3) a statement that the delay
was unintentional. Such statement must be a verified
statement if made by a person not registered to prac-
tice before the Patent and Trademark Office. The
Commissioner may require additional information
where there is a question whether the delay in pay-
ment was unintentional. The three-month period from
the date of the first decision referred to in this para-
graph may be extended under the provisions of
§ 1.136(a), but no further extensions under § 1.136(b)
will be granted. Petitions to the Commissioner under
§ 1.183 to waive any time periods for requesting ac-
ceptance of an unintentionally delayed payment will
not be considered, but will be returned to the appli-
cant.

(d) Any petition pursuant to paragraph (b) of this
section not filed within six months of the date of lapse
must be accompanied by a terminal disclaimer with
fee under § 1.321 dedicating to the public 2 terminal
part of the term of the patent equivalent to the period
of lapse of the patent.

(35U8.C. 6 15 US.C. 1113, 1123)
[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982)

1.318 Notification of national publication of a
patent based on an international application.

The Office will notify the International Bureau

when a patent is issued on an application filed under

35 U.S.C. 371, and there has been no previous inter-

national publication.

(Pub, L. 94-131, 89 Stat. 685)

[43 FR 20465, May 11, 1978)
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e . DISCLAIMER . - .. . .
1.321 - Statvtory disclaimer. - - -

(a) A disclaimer under 35 U.S.C. 253 must be ac-
companied by the fee set forth in § 1.20(d) and identi-
fy the patent and the claim or claims which are dis-
claimed, and be signed by the person making the dis-
claimer, who shall state therein the extent of his or
her interest in the patent. A disclaimer which is not a
disclaimer of a complete claim or claims may be re-
fused recordation. A notice of the disclaimer is pub-
lished in the Official Gazette and attached to the print-
ed copies of the specification. In like manner any pat-
entee or applicant may disclaim or dedicate to the
public the entire term, or any terminal part of the
term, of the patent granted or to be granted.

(b) A terminal disclaimer, when filed in an applica-
tion to obviate a double patenting rejection, must be
accompanied by the fee set forth in § 1.20(d) and in-
clude a provision that any patent granted on that ap-
plication shall be enforceable only for and during
such period that said patent is commonly owned with
the application or patent which formed the basis for
the rejection.

[OMB Control No. 0651-0011]
(35 US.C. 6; 15 US.C. 1113, 1123)
[47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982]

CORRECTION OF ERRORS IN PATENT

1.322 Certificate of correction of Office mis-
take.

(a) A certificate of correction under 35 U.S.C. 254
may be issued at the request of the patentee or the
patentee’s assignee. Such certificate will not be issued
at the request or suggestion of anyone not owning an
interest in the patent, nor on motion of the Office,
without first notifying the patentee,(including any as-
signee of record) and affording the patentee an oppor-
tunity to be heard. When the request relates to a
patent involved in an interference, the request shall
comply with the requirements of this section and shall
be accompanied by a motion under § 1.635.

(b) If the nature of the mistake on the part of the
Office is such that a certificate of correction is
deemed inappropriate in form, the Commissioner may
issue a corrected patent in lieu thereof as a more ap-
propriate form for certificate of correction, without
expense to the patentee.

[OMB Control No. 0651-0011)

(35 US.C. 254)

[24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mar. 22, 1969; para. (a),
49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985)

1323 Certificate of correction of applicant’s
mistake.

Whenever a mistake of a clerical or typographical
nature or of minor character which was not the fault
of the Office, appears in a patent and a showing is
made that such mistake occurred in good faith, the
Commissioner may, upon payment of the fee set forth
in 8 1.20(a), issue a certificate, if the correction does
not involve such changes in the patent as would con-
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- stitute new matter or would require reexamination. A

request for a certificate of. correction of a patent.in-
volved in an interference shall comply with the.re-
quirements of this section:and shall be,accompanie.
by a motion under § 1.635. - - C

[34 FR 5550, Mar. 22, 1969; 49 FR 48416, Dec. 12, 1984, effective
date Feb. 11, 1985] : .

1324  Correction of inventorship in pateh_t. '

Whenever a patent is issued and it appears that the
correct inventor or inventors were not named
through error without deceptive intention on the part
of the actual inventor or inventors, the Commissioner
may, on petition of all the parties and the assignees
and satisfactory proof of the facts and payment of the
fee set forth in § 1.20(b), or on order of a court before
which such matter is called in question, issue a certifi-
cate naming only the actual inventor or inventors. A
request to correct inventorship of a patent involved in
an interference shall comply with the requirements of
this section and shall be accompanied by a motion
under § 1.634.

[OMB Control No. 0651-0011]
(35 US.C. 6, Pub. L. 97-247)

[47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982; 48 FR
2713, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR 48416, Dec.
12, 1984, 50 FR 23123, May 31, 1985, effective date Feb. 11, 1985]

1,325 Other mistakes not corrected.

Mistakes other than those provided for in §§ 1.322,
1.323, 1.324, and not affording legal grounds for re-
issue or for reexamination, will not be corrected afte
the date of the patent.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1983]

ASSIGNMENTS AND RECORDING

1.331 Recording of assignments.

(a) Assignments, including grants and conveyances,
of patents, national applications, or international appli-
cations which designate the United States of America,
will be recorded in the Patent and Trademark Office
under 35 U.S.C. 261. Other instruments affecting title
to a patent, a national application, or an international
application which designates the United States of
America, and licenses, even though the recording
thereof may not serve as constructive notice under 35
U.S8.C. 261, will be recorded as provided in this sec-
tion or at the discretion of the Commissioner. Any in-
strument to be recorded, except those under Part 7 of
this title, must be accompanied by the fee set forth in
§ 1.21(h).

(b) No instrument will be recorded which is not in
the English language and which does not amount to
an assignment, grant, mortgage, lien, incumbrance, or
license, or which does not affect the title of the patent
or invention to which it relates, and which does not
identify the patent or application to which it relates,
except as ordered by the Commissioner.

(c) An instrument relating to a patent should ident
fy the patent by number and date (the name of the in-
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~ventor and title of the invention as stated in the patent
should also be given); an instrument relating to a na-
“tional application,. or an international application
‘which designates the United States of America should
identify the application by serial number or interna-
tional application number and date of filing (the name
of the inventor and title of the invention as stated in
the application should also be given), but if an assign-
ment is executed concurrently with or subsequent to
the execution of the application but before the appli-
cation is filed or before its serial number or interna-
tional application number and filing date are ascer-
tained, it should adequately identify the application, as
by its date of execution and name of the inventor and
title of the invention; so that there can be no mistake
as to the patent or application intended.

{OMB Control No. 0651-0011]

(35 U.S.C. 261; Pub. L. 94-131, 89 Stat. 685; 35 U.S.C. 6; 1S U.S.C.
1113, 1123)

f24 FR 10332, Dec. 22, 1959; 43 FR 20465, May 11, 1978; para. (2),
47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982]

1.332 Receipt and recording.

Assignments are recorded in regular order as
promptly as possible, and then transmitted with the
date and identification of the record stamped thereon
to the persons entitled to them. The date of the
record is the date of the receipt of the assignment at
the Office in proper form and accompanied by the fee
set forth in § 1.21(h).

(35U8C. 6 15US.C. 1113, 1123)
[47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982]

1.333 Conditional assignments.

Assignments which are made conditional on the
performance of certain acts or events, as the payment
of money or other condition subsequent, if recorded
in the Office are regarded as absolute assignments for
Office purposes until cancelled with the written con-
sent of both parties or by the decree of a competent
court. The Office has no means for determining
whether such conditions have been fulfilled.

(35 US.C. 261)

1.334 Tssue of patent to assignee,

(a) In case of an assignment of the entire interest in
the invention and application, or of the entire interest
in the patent to be granted, the patent will normally
issue to the assignee. If the assignee should hold an
undivided part interest, the patent will normally issue
jointly to the inventor and the assignee. If it is desired
that the patent so issue, the assignment in either case
must first have been recorded, and at a day not later
than the date payment is made of the issue fee.

(b) At the time of payment of the issue fee, a state-
ment must be furnished indicating whether or not an
assignment has been filed with the Patent and Trade-
mark Office. In the event an assignment has been
filed, such statement must include the name and ad-
dress of the assignee and indicate whether or not an
acknowledgement of a recorded assignment has been
received from the Patent and Trademark Office.
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(c) If the ass:gnment is recorded’ after the date of
payment of the issue fee, the assignee may petition
that the patent issue to the assignee as iccorded. Any
such petmon must be accompamed by the fee set
forth in § 1.17¢). '

(35USC 6 15USC. 1113 1123)
[47 FR 41281, Sept. 17, 1982, effective date Oct. 1, 1982}

1.335 Filing of notice of arbitration awards.

(a) Written notice of any award by an arbitrator
pursuant to 35 U.S.C. 294 must be filed in the Patent
and Trademark Office by the patentee, or the patent-
ee’s assignee or licensee. If the award involves more
than one patent a separate notice must be filed for
placement in the file of each patent. The notice must
set forth the patent number, the names of the inventor
and patent owner, and the names and addresses of the
parties to the arbitration. The notice must also include
a copy of the award.

(b) If an award by an arbitrator pursuant to 35
U.S.C. 294 is modified by a court, the party request-
ing the modification must file in the Patent and
Trademark Office, a notice of the modification for
placement in the file of each patent to which the
modification applies. The notice must set forth the
patent number, the names of the inventor and patent
owner, and the names and addresses of the parties to
the arbitration. The notice must also include a copy of
the court’s order modifying the award.

(c) Any award by an arbitrator pursuant to 35
U.S.C. 294 shall be unenforceable until any notices re-
quired by paragraph (a) or (b) of this section are filed
in the Patent and Trademark Office. If any required
notice is not filed by the party designated in para-
graph (a) or (b) of this section, any party to the arbi-
tration proceeding may file such a notice.

(35 U.S.C. 6, Pub. L. 97-247)
[48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1983)

1.341-1.348 [Removed)
[SO FR 5171, Feb. 6, 1985, effective date Mar. 8, 1985)
AMENDMENT OF RULES

1.351 Amendments to rules will be published.

All amendments to the regulations in this part will
be published in the Official Gazette and in the FEDER-
AL REGISTER.

1.352 Publication of notice of proposed
amendments.

(a) Whenever required by law, and in other cases
whenever practicable, notice of proposed amendments
to the regulations in this part will be published in the
Official Gazette and in the FEDERAL REGISTER. If not
published with the notice, copies of the text will be
furnished to any person requesting the same. All com-
ments, suggestions, and briefs received within a time
specified in the notice will be considered before adop-
tion of the proposed amendments which may be
modified in the light thereof.
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(b) Oral hearings. may be held at the discretion of
.the Comrmssroner , e

: MAINTENANCE FEES -
1.362 Time for payment of maintenance fees.

(a) Maintenance fees as set forik in § 1.20 (e)-(j) are
required to be paid in all patents based on applications
filed on or after December 12, 1980, except as noted
in paragraph (b) of this section, to maintain a patent
in force beyond 4, 8 and 12 years after the date of
grant.

(b) Maintenance fees are not reqguired for plant pat-
ents based on applications filed on or after August 27,

1982 or for any design patents. Maintenance fees are
not required for a reissue patent if the patent being re-
issued did not require maintenance fees.

(c) The application filing dates for purposes of pay-
ment of maintenance fees are as follows:

(1) For an application not claiming benefit of an
carlier application, the actual United States filing date
of the application.

(2) For an application claiming benefit of an earlier
foreign application under 35 U.S.C. 119, the United
States filing date of the application.

(3) For a continuing (continuation, division, con-
tinuation-in-part) application claiming the benefit of a
prior patent application under 35 U.S.C. 120, the
actual United States filing date of the continuing ap-

_ plication.

(4) For a reissue application, the United States
filing date of the original non-reissue application on
which the patent reissued is based.

(5) For an international application which has en-
tered the United States as a Designated Office under
35 U.S.C. 371, the international filing date granted
under Article 11(1) of the Patent Cooperation Treaty
which is considered to be the United States filing date
under 35 U.S.C. 363.

(d) Maintenance fees may be paid in patents with-
out surcharge during the periods extending respec-
tively fromi:

(1) 3 years through 3 years and 6 months after
grant for the first maintenance fee,

(2) 7 years through 7 years and 6 months after
grant for the second maintenance fee, and

(3) 11 years through 11 years and 6 months after
grant for the third maintenance fee.

() Maintenance fees may be paid with the sur-
charge set forth in § 1.20 (k) or (1) during the respec-
tive grace periods after:

(1) 3 years and 6 months and through the day of
the 4th anniversary of the grant for the first mainte-
nance fee,

(2) 7 years and 6 months and through the day of
the 8th anniversary of the grant for the second main-
tenance fee, and

(3) 11 years and 6 months and through the day of
the 12th anniversary of the grant for the third mainte-
nance fee.

() If the last day for paying a maintenance fee
without surcharge set forth in paragraph (d) of this

Rev. 1, Oct, 1965

~ within the. District . of Columbia, the maintenance fe
. and. any necessary surcharge may be paid under.para
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.section, . or the last-day for paying-a maintenance.fee
-with surcharge set-forth.in paragraph (e) of this sec-
. tion, falls on .a Saturday, Sunday, or a federal holrday.

graph (d) or. paragraph (e) respectively -on the next
succeeding day which is-not a Saturday, Sunday, or
federal holiday. . :

(g) Unless the mamtenance fee and any appllcable
surcharge is paid within the time periods set forth in
paragraphs (d), (e) or (f) of this section, the patent
will expire as of the end of the grace period set forth
in paragraph (e) of this section. A patent which ex-
pires for the failure to pay the maintenance fee will
expire at the end of the same date (anniversary date)
the patent was granted in the 4th, 8th, or 12th year
after grant.

[49 FR 34724, Aug. 31, 1984, added effective Nov. 1, 1984)

1.363 Fee address for maintenance fee pur-
poses.

(a) All notices, receipts, refunds, and other commu-
nications relating to payment or refund of mainte-
nance fees will be directed to the correspondence ad-
dress used during prosecution of the application as in-
dicated in § 1.33(a) unless:

(1) A “fee address” for purposes of payment of
maintenance fees is set forth when submitting the
issue fee, or

(2) A change in the correspondence address for all
purposes is filed after payment of the issue fee, or

(3) A “fee address” or a change in the “fee ad‘
dress” is filed for purposes of receiving notices, re-
ceipts and other correspondence relating to the pay-
ment of maintenance fees after the payment of the
issue fee, in which instance, the latest such address
will be used.

(b) An assignment of a patent application or patent
does not result in a change of the ‘“correspondence
address” or “fee address” for maintenance fee pur-
poses.

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

1.366 Submission of maintenance fees.

{a) The patentee may pay maintenance fees and any
necessary surcharges, or any person or organization
may pay maintenance fees and any necessary sur-
charges on behalf of a patentee. Authorization by the
patentee need not be filed in the Patent and Trade-
mark Office to pay maintenance fees and any neces-
sary surcharges on behalf of the patentee.

(b) A maintenance fee and any necessary surcharge
submitted for a patent must be submitted in the
amount due on the date the maintenance fee and any
necessary surcharge are paid and may be paid in the
manner set forth in § 1.23 or by an authorization to
charge a deposit account established pursuant to
§ 1.25. Payment of a maintenance fee and any neces-
sary surcharge or the authorization to charge a depos
it account must be submitted within the periods se
forth in § 1.362 (d), (e) or (f). Any payment or author-
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ization of maintenance fees and surcharges filed at any
other time will not be accepted and will not serve as
a payment of the maintenance fee except insofar as a
delayed payment of the maintenance fee is accepted
by the Commissioner in an expired patent pursuant to
a petition filed under § 1.378. Any authorization to
charge ‘a deposit account must authorize the immedi-
ate charging of the maintenance fee and any necessary
surcharge to the deposit account. Payment of less
than the required amount, payment in & manner other
than that set forth in § 1.23, or the filing of an author-
ization to charge a deposit account having insufficient
funds will not constitute payment of a maintenance
fee or surcharge on a patent. The certificate of mail-
ing procedures of either § 1.8 or § 1.10 may be uti-
lized in paying maintenance fees and any necessary
surcharges.

(c) In submitting maintenance fees and any neces-
sary surcharges, identification of the patents for
which maintenance fees are being paid must include
the following:

(1) The patent number, and

(2) The serial number of the United States applica-
tion for the patent on which the maintenance fee is
being paid.

(@) Payments of maintenance fees and any sur-
charges should identify the fee being paid for each
patent as to whether it is the 3%, 7% or 11% year
fee, whether small entity status is being changed or
claimed, the amount of the maintenance fee and any
surcharge being paid, any assigned payor number, the
patent issue date and the United States application
filing date. If the maintenance fee and any necessary
surcharge is being paid on a reissue patent, the pay-
ment must identify the reissue patent by reissue patent
number and reissue application serial number as re-
quired by paragraph (c) of this section and should
also include the original patent number, the original
patent issue date and the original United States appli-
cation filing date.

(e) Maintenance fee payments and surcharge pay-
ments relating thereto must be submitted separate
from any other payments for fees or charges, whether
submitted in the manner set forth in § 1.23 or by an
authorization to charge a deposit account. If mainte-
nance fee and surcharge payments for more than one
patent are submitted together, they should be submit-
ted on as few sheets as possible with the patent num-
bers listed in increasing patent number order. If the
payment submitted is insufficient to cover the mainte-
nanice fees and surcharges for all the listed patents,
the payment will be applied-in the order the patents
are listed, beginning at the top of the listing.

(f) Notification of any change in status resulting in
loss of entitlement to small entity status must be filed
in a patent prior to paying, or at the time of paying,
the earliest maintenance fee due after the date on
which status as a small entity is no longer appropriate.
See § 1.28(b).

(g) Maintenance fees and surcharges relating there-
to will not be refunded except in accordance with

§8 1.26 and 1.28(a).
[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]
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1377 ‘Review ‘of ‘decision 'refusing to accept
and record payment of & maintenance fee ﬁled
prior to expiration of patent. o

(a) Any patentee who is dlssatlsﬁed with the refusal
of the Patent ‘and Trademark Office to accept. and
record a maintenance fee which was filed prior to the
expiration of the patent may petition the Comm’ssion-
er to accept and record the maintenance fee.

(b) Any petition under this section must be filed
within 2 months of the action complained of, or
within such other time as may be sei in the action
complained of, and must be accompanied by the fee
set forth in § 1.17(h). The petition may include a re-
guest that the petition fee be refunded if the refusal to
accept and record the maintenance fee is determined
to result from an error by the Patent and Trademark
Office.

(c) Any petition filed under this section must
comply with the requirements of paragraph (b) of
§ 1.181 and must be signed by an attorney or agent
registered to practice before the Patent and Trade-
mark Office, or by the patentee, the assignee, or other
party in interest. Such petition must be in the form of
a verified statement if made by a person not regis-
tered to practice before the Patent and Trademark
Office.

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

1.378 Acceptance of delayed payment of main-
tenance fee in expired patent to reinstate
patent,

(a) The Commissioner may accept the payment of
any maintenance fee due on a patent after expiration
of the patent if, upon petition, the delay in payment of
the maintenance fee is shown to the satisfaction of the
Commissioner to have been unavoidable and if the
surcharge required by § 1.20{m) is paid as a condition
of accepting payment of the maintenance fee. If the
Commissioner accepts payment of the maintenance
fee upon petition, the patent shall be considered as not
having expired, but will be subject to the conditions
set forth in 35 U.S.C. 41(c)(2).

(b) Any petition to accept the delayed payment of a
maintenance fee filed under paragraph (a) of this sec-
tion within six months of the expiration of the patent
must include:

(1) The required maintenance fee set forth in
§ 1.20¢h)-(i);

(2) The surcharge set forth in § 1.20(m); and

(3) A showing that the delay was unavoidable since
reasonable care was taken to ensure that the mainte-
nance fee would be paid timely. The showing must
enumerate the steps taken to ensure timely payment of
the maintenance fee.

(c) Any petition to accept the delayed payment of a
maintenance fee filed under paragraph (a) of this sec-
tion more than six months after the expiration of the
patent must include:

Rev. 1, Oct, 1988



1401 -

- {1). The . requu'ed maintenance , fee .set forth in
§1.200)-G) - -

{2) The surcharge set forth in § l ZO(m), and

(3) A showing that the delay was unavoidable since
reasonable care was taken to ensure that the mainte-
nance fee would be paid timely and the- failure to
timely pay the maintenance fee was due entirely to
circumstances outside of the control of the patentee.
The showing must enumerate the steps taken to
ensure timely payment of the maintenance fee and the
circumsiances which were outside of the control of
the patentee and those acting on behalf of the patent-
ee in paying the maintenance fee. The siiowing must
be sufficient in scope and content to meet the heavy
burden of proof reqguired to show that a delay in pay-
ment of the maintenance fee of more than six months
after expiration of the patent was unavoidable.

(d) Any petition under this section must be signed
by an attorney or agent registered to practice before
the Patent and Trademark Office, or by the patentee,
the assignee, or other party in interest. Such petition
must be in the form of a verified statement if made by
a person not registered to practice before the Patent
and Trademark Office.

(e) Reconsideration of a decision refusing to accept
a2 maintenance fee upon petition filed pursuant to
paragraph (a) of this section may be obtained by filing
a petition for recomsideration within two months of,
or such other time as set in, the decision refusing to
accept the delayed payment of the maintenance fee.
Any such petition for reconsideration must be accom-
panied by the petition fee set forth in § 1.17(h). After
decision on the petition for reconsideration, no further
reconsideration or review of the matter will be under-
taken by the Commissioner. If the delayed payment of
the maintenance fee is not accepted, the maintenance
fee and the surcharge set forth in § 1.20(m) will be re-
funded following the decision on the petition for re-
consideration, or after the expiration of the time for
filing such a petition for reconsideration, if none is
filed. The fee set forth in § 1.17(h) for filing the peti-
tion for reconsideration will not be refunded unless
the refusal to accept and record the maintenance fee
is determined to result from an error by the Patent
and Trademark Office.

[49 FR 34726, Aug. 31, 1984, added effective Nov. 1, 1984; para.
(2), 50 FR 9383, Mar. 7, 1985, effective date May 8, 1985]

Subpart C—International Processing Provisions

AUTHORITY: Pub. L. 94-131, 89 Stat. 685,
SouRrce: 43 FR 20466, May 11, 1978, unless otherwise noted.

GENERAL INFORMATION

1.401 Definitions of terms under the Patent
Cooperation Treaty.
(2) The abbreviation “PCT” and the term “Treaty”
mean the Patent Cooperation Treaty.
(b) “International Bureau” means the World Intel-
lectual Property Organization located in Geneva,

Switzerland.
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. {c) “Administrative ‘Instructions” means that body
of instructions for operatmg under the Patent Coop-
eration Treaty referred to in PCT Rule 89.. . . .

_(d) “Request”, when capitalized, means that ele-
ment of the international appllcatlon described . in
PCT Rules 3 and 4.

- (&) “International appllcatlon”, as used in thlS sub-
chapter is defined in § 1.9(b).

(f) “Priority date” for the purpose of computmg
time limits under the Patent Cooperation Treaty is de-
fined in PCT Art. 2 (xi). Note also § 1.465.

(g) Other terms and express1ons in this Subpart C
not defined in this section are to be taken in the sense
indicated in PCT Art. 2 and 35 U.S.C. 351.

[OMB Control No. 0651-0011])

1412 The United States Receiving Office.

(a) The United States Patent and Trademark Office
is a Receiving Office only for applicants who are resi-
dents or nationals of the United States of America.

(b) The Patent and Trademark Office, when acting
as a Receiving Office, will be identified by the full
title “United States Receiving Office” or by the ab-
breviation “RO/US.”

(c) The major functions of the Receiving Office in-
clude:

(1) According of international filing dates to inter-
national applications meeting the requirements of
PCT Art. 11(1), and PCT Rule 20;

(2) Assuring that international applications meet the
standards for format and content of PCT Art. 14(1),
PCT Rules 9, 26, 29.1, 37, 38, 91, and portions of
PCT Rules 3 through 11;

(3) Collecting and, when required, transmitting fees
due for processing international applications (PCT
Rule 14, 15, 16);

(4) Transmitting the record and search copies to the
International Bureau and International Searching Au-
thority, respectively (PCT Rules 22 and 23); and

(5) Determining compliance with applicable re-
quirements of Part 5 of this chapter.

[OMB Control No. 0651-0011]

1413 The United States International Search-
ing Authority.

(a) Pursuant to appointment by the Assembly, the
United States Patent and Trademark Office will act as
an International Searching Authority for international
applications filed in the United States Receiving
Office and in other Receiving Offices as may be
agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark
Office and the International Bureau (PCT Art.
16(3)(b)).

(b) The Patent and Trademark Office, when acting
as an International Searching Authority, will be iden-
tified by the full title “United States International
Searching Authority” or by the abbreviation “ISA/
US‘!!

(c) The major functions of the International Search-
ing Authority include:
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(l) Approvmg or establlshmg the tltle and abstract
(2) Considering the matter of unity of invention; .

arches and preparing international and international-

type search reports (PCT Arts. 15, 17 and 18, and
PCT Rules 25, 33 to 45 and 47); and

(4) Transmitting the international search report to
the applicant and the International Bureau.

[OMB Control No. 0651-0011)

1414 The United States Designated Office.

(2) The United States Patent and Trademark Office
will act as a Designated Office for international appli-
cations in which the United States of America has
been designated as a State in which patent protection
is desired.

(b) The Patent and Trademark Office, when acting
as a Designated Office during international processing
will be identified by the full title “United States Des-
ignated Office” or by the abbreviation “DO/US.”

(c) The major functions of the United States Desig-
nated Office in respect to international applications in
which the United States of America has been desig-
nated, include:

(1) Receiving various notifications throughout the
international stage;

(2) Accepting for regular national patentability ex-
amination international applications which satisfy the
reguirements of 35 U.S.C. 371; and

(3) Conducting reviews under PCT Article 25 for
those international applications declared withdrawn.

OMB Control No. 0651-0011]

1415 The International Bureau,

(a) The International Bureau is the World Intellec-
tual Property Organization located at Geneva, Swit-
zerland. It is the international intergovernmental orga-
nization which acts as the coordinating body under
the Treaty and the Regulations (PCT Art. 2(xix) and
35 US.C. 351(h)).

(b) The major functions of the International Bureau

include:
(1) Publishing of international applications and tlie

International Gazette;

(2) Transmitting copies of international applications,

to Designated Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities pertinent
to the processing of specific international applications.

{OMB Control No. 0651-0011]
WHO MaY FILE AN INTERNATIONAL APPLICATION

1.421 Applicant for international application.

(a) Only residents or nationals of the United States
of America may file international applications in the
United States Receiving Office.

(b) Although the United States Receiving Office
will accept international applications filed by any resi-
dent or national of the United States of America for
international processing, an international application
designating the United States of America will be ac-
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cepted by the Patent and Trademark Ofﬁce for the
national stage only if. ﬁled by the mventor or as pro-
vided in §§ 1.422, 1.423 or 1.425. , ‘

(©) International ‘applications whxch do not. deslg-
nate the United States of America may be filed by the
assignee or owner. ~

{d) The attorney or agent of the appllcant may sign
the international application. Request- and file the
international application for the applicant if the inter-
national application when filed is accompanied by a
separate power of attorney to that attorney or agent
from the applicant. The separate power of attorney
from the applicant may be submitted after filing if suf-
ficient cause is shown for niot submitting it at the time
of filing. Note that paragraph (b) of this section re-
quires that the applicant be the inventor if the United
States of America is designated.

(e} Any indication of different applicants for the
purpose of different Designated Offices must be
shiown on the Request portxon of the international ap-
plication.

(f) Changes in the person, name, or address of the
applicant of an international application shall be made
in accordance with PCT Rule 18.5.

[OMB Control No. 0651-0011]

1.422 When the inventor is dead.

In case of the death of the inventor, the legal repre-
sentative (executor, administrator, etc.) of the de-
ceased inventor may file an international application
which designates the United States of America.

[OMB Control No. 0651-0011)

1.423 When the inventor is insane or legally
incapacitated.

In case an inventor is insane or otherwise legally in-
capacitated, the legal representative (guardian, conser-
vator, etc.) of such inventor may file an international
application which designates the United States of
America.

- [OMB Control No. 0651-0011)

1.424 Joint inventors.

Joint inventors must jointly file an international ap-
plication which designates the United States of Amer-
ica; the signature of either of them alone, or less than
the entire number will be insufficient for an invention
invented by them jointly, except as provided in
§ 1.425.

{OMB Control No. 0651-0011]

1425 Filing by other than inventor.

() If a joint inventor refuses to join in an interna-
tional application which designates the United States
of America or cannot be found or reached after dili-
gent effort, the international application which desig-
nates the United States of America may be filed by
the other inventor on behalf of himself or herself and
the omitted inventor. Such an international applica-
tion which designates the United States of America
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must be accompanied by proof of the pertinent facts

and must state the last known address of the omitted
inventor. The Patent and Trademark Office shall for-' -

ward notice of the filing of the international appllca-
tion to the omitted inventor at said address. g

(b) Whenever an inventor refuses ‘to -execute an
international application which designates the United
States of America, or cannot be found or reached
after diligent effort, a person to whom the inventor
has assigned or agreed in writing to assign the inven-
tion or who otherwise shows sufficient proprietary in-
terest in the matter justifying such action may file the
international application on behalf of and as agent for
the inventor. Such an international application which
designates the United States of America must be ac-
companied by proof of the pertinent facts and a show-
ing that such action is necessary to preserve the rights
of the parties or to prevent irreparable damage, and
must state the last known address of the inventor. The
assignment, written agreement to assign or other evi-
dence of proprietary interest, or a verified copy there-
of, must be filed in the Patent and Trademark Office.
The Office shall forward notice of the filing of the ap-
plication to the inventor at the address stated in the
application.
{OMB Control No. 0651-0011]

THE INTERNATIONAL APPLICATION

1.431 Internationsl application requirements.

() An international application shall contain, as
specified in the Treaty and the Regulations, a Re-
quest, a description, one or more claims, an abstract,
and one or more drawings (where required). (PCT
Art. 3(2) and Section 207 of the Administrative In-
structions.)

(b) An international filing date will be accorded by
the United States Receiving Office, at the time of re-
ceipt of the international application, provided that:

(1) The applicant is 2 United States resident or pa-
tional (35 U.S.C. 361(a), PCT Art. 11(1)(i)).

(2) The international application is in the English
language (35 U.S.C. 361(c), PCT Art. 11(1)(ii)).

(3) The international application contains at least
the following elements (PCT Art. 11(1)(ii)):

(i) An indication that it is intended as an interna-
tional application (PCT Rule 4.2);

(ii) The designation of at least one Contracting
State of the International Patent Cooperation Union;

(iiiy The name of the applicant, as prescribed (note
88 1.421-1.424);

(iv) A part which on the face of it appears to be a
description; and

(v) A part which on the face of it appears to be a
claim.

(c) Payment of the basic portion of the international
fee (PCT Rule 15.2) and the transmittal and search
fees (§ 1.445) may be made in full at the time the
international application papers required by paragraph
(b) of this section are deposited or within one month
thereafter. Failure to make full payment within one
month of the deposit of the international application
papers required by paragraph (b) of this section will
result in the fees being charged to the International
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Bureau under the provisions of paragraph (d) of thls
section anid PCT 'Rule 16 bis. - g

(d) The United States Recelvmg Ofﬁce will charge
to the International Bureau in accordance with PCT
Rule’ 16 ‘bis and will consrder as” having been timely
paid: -

(1) The transmittal fee, the basic fee portion of the

international fee, or the search fee where these fees
have not been fully paid by the applicant within oae
month of the date of deposit of the international appli-
cation, and

(2) The designation fee, or the amount necessary to
cover all the designations made in the request which
have not been paid by the applicant within one year
from the priority date.

(e) The International Bureau will notify applicant
of any amount charged under paragraph (d) of this
section and invite the applicant to pay directly to the
International Bureau within one month from the date
of the notification, the amount charged, augmented by
a surcharge of 50%, provided the surcharge will not
be less, and will not be more, than the amounts indi-
cated in the Schedule of Fees appended to the PCT
Rules. If the payment needed to cover the transmittal
fees, the basic fee, the search fee, one designation fee
and the surcharge is not timely made to the Interna-
tional Bureau, the International Bureau will notify the
Receiving Office which will declare the international
application withdrawn under PCT Article 14(3)(a). If
the applicant makes timely payment of the fees re-
ferred to in the previous sentence, but the amount
paid is not sufficient to cover all the designation fees,
the Receiving Office will declare any designation not
paid withdrawn under PCT Article 14(3)(b) in ac-
cordance with PCT Rule 16 bis. 2(c).

[OMB Control No. 0651-0011]
[paras. (b), (c), (d) & (e), 50 FR 9383, Mar. 7, 1985, effective date
May 8, 1985]

1.432 Designation of States and payment of
designation fees.

(a) The names of Designated States shall appear in
the Request upon filing and must be indicated as set
forth in Section 201 of the Administrative Instruc-
tions.

(b) The designation fees may be paid upon filing of
the international application, but must be paid at the
latest before the expiration of one year from the prior-
ity date (PCT Rule 15.4(b)). Failure to timely pay the
designation fee for a particular Designated State will
result in the withdrawal of that designation (PCT Art.
14(3)(b)). Failure to timely pay at least one designa-
tion fee will result in the withdrawal of the interna-
tional application (PCT Art. 14(3)(a)).

[OMB Control Mo. 0651-0011]
1.433 Physical requirements of international
application.

(a) The international application and each of the
documents that may be referred to in the check list of
the Request (PCT Rule 3.3(a)(ii)) shall be filed in one

copy only.
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(b} Al sheets of the international application must
be on Ad size paper (21.0 x29.7 cm.). .

(c) 'Other physxcal requlremems for mternatlonal
applications are set forth in PCT Rule 11 and Sec-_

tions 201—207 of the Admmlstratlve Instructlons
[OMB Comrol No 0651-(1)]!]

1434 The request.

(a) The request shall be made on a standardized'

printed form (PCT Rules 3 and 4). Copies of such
printed Request forms are available from the Patent
and Trademark Office. Letters requesting such forms
should be marked “Box PCT.”

(b) The Check List portion of the Request form
should indicate each document accompanying the
international application on filing.

(c) All information, for example, addresses, names
of States and dates, shall be indicated in the Request
as required by PCT Rule 4 and Administrative In-
structions 110 and 201.

(d) International applications which designate the
United States of America shall include:

(1) The name, address and signature of the inven-
tor, except as provided by §§ 1.421(d), 1.422, 1.423
and 1.425;

(2) A reference to any copending national applica-
tion or international application designating the
United States of America, if the benefit of the filing
date for the prior copending application is to be
claimed.

{OMB Control No. 0651-0011]

1.436 The description.

(a) Requirements as to the content and form of the
description are set forth in PCT Rules 5, 9, 10 and 11
and Administrative Instruction 204, and shall be ad-

hered to.

(b) In international applications designating the
United States the description must contain upon filing
an indication of the best mode contemplated by the
inventor for carrying out the claimed invention.

{OMB Control No. 0651-0011}

1.436 The claims.

The requirements as to the content and format of
claims are set forth in PCT Art. 6 and PCT Rules 6,
9, 10 and 11 and shall be adhered to. The number of
the claims shall be reascnable, considering the nature
of the invention claimed.

[OMB Control No. 0651-0011]

1.437 The drawings.

(a) Subject to paragraph (b) of this section, when
drawings are necessary for the understanding of the
invention, or are mentioned in the description, they
must be part of an international application as origi-
nally filed in the United States Receiving Office in
order to maintain the international filing date during
the national stage (PCT Art. 7).

(b) Drawings missing from the application upon
filing will be accepted if such drawings are received
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within 30 days of the. date of first receipt of the in-
complete papers. If the missing drawings are received
within the 30-day period; the .international filing date
shall ‘be the date on which such drawings are re-
ceived. If such drawings are not timely received, all
references to drawings ii1-the international application
shall be considered non-existent (PCT Art. 14(2), Ad-
ministrative Instruction 310).

(c) The physical requirements for drawings are set
forth in PCT Rule 11 and shall be adhered to.

[OMB Control No. 0651-0011})

1.438 The abstract,.

(a) Requirements as to the content and form of the
abstract are set forth in PCT Rule 8, and shall be ad-
hered to.

(b) Lack of an abstract upon filing of an interna-
tional application will not affect the granting of a
filing date. However, failure to furnish an abstract
within one month from the date of the notification by
the Receiving Office will result in the international
application being declared withdrawn.

[OMB Control No. 0651-0011]

FEES

1.445 International application filing and proc-
essing fees.

(a) The following fees and charges are established
by the Patent and Trademark Office under the au-
thority of 35 U.S8.C. 376:

(i) A transmittal fee (see 35 U.S.C. 361(d)
and PCT Rule 14)....vvvreveceivvevirvnvcnrennne

(2) A search fee (see 35 U.S.C. 361(d) and
PCT Rule 16) where:

(i) No corresponding prior United
States national application with fee
has been filed .....coveveeveveeerrvererennnn,

(i) Corresponding prior United
States national application with fee
has been filed ....coceevvvemrrvccivnvvernennen.e.

(3) A supplemental search fee when re-
quired (see PCT Art. 17(3)(a) and PCT
rule 40.2), per additional invention...........

(4) The national fee, that is, the amount
set forth as the filing fee under § 1.16
(a) through (d) credited, if requested at
the time of filing, by an amount of
$170.00 where an international search
fee as required by paragraph (a)(2)(i) of
this section has been paid on the corre-
sponding international application to
the United States Patent and Trade-
mark Office as an international Search-
ing Authority. Only one such credit is
permitted based on a single internation-
al search fee.

420.00

250.00

140.00
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(5) Surcharge for filing the national fee or:
oath or.- declaration = later than 20 &
-months from the priority date:

- By a small entity (§ 1.9(0).....ccconcn... e

. By other than a small entity ........ccccoovn. - 11000
(6) For filing an English translation of an.

international application later than 20

months after the priority date

(§ LO1(D)) e crneecresassesessessseenanas 26.00

(b) The basic fee and designation fee portions of the
international fee shall be as prescribed in PCT Rule
15.

[OMB Control No. 0651-0011}
(35 US.C. 6, 15 U.S.C. 1113, 1123)
{43 FR 20466, May 11, 1978; para. (a), 47 FR 41282, Sept. 17, 1982,

effective date Oct. 1, 1982; para. (a)(4)-(6), SO0 FR 9384, Mar. 7,
1985, effective date May 8, 1985; 50 FR 31826, Aug. 6, 1985, effec-

tive date Out. §, 1985}

1.446 Refund of international application
filing and processing fees.

(a) Money paid for international application fees,
where paid by actual mistake or in excess, such as a
payment not required by law or Treaty and its Regu-
lations, will be refunded.

(b) [Reserved]

(c) Refund of the supplemental search fees will be
made if such refund is determined to be warranted by
the Commissioner or the Commissioner’s designee
acting under PCT Rule 40.2(c).

(d) The international and search fees will be refund-
ed if no intermational filing date is accorded (PCT
Rules 15.6 and 16.2).

[OMB Contrcl No. 0651-0011]
(35 US.C. 6, 15U8.C. 1113, 1123)

[43 FR 20466, May 11, 1978; para. (b), 47 FR 41282, Sept. 17, 1982,
effective date Oct. 1, 1982; para. (b), 50 FR 9384, Mar. 7, 1985, ef-
fective date May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective date
Oct. 5, 1985]

PRrIORITY

1.451 The priority claim and priority docu-
ment in an international application.,

(a) The claim for priority must be made on the Re-
quest (PCT Rule 4.10) in a manner complying with
Section 110 and 201 of the Administrative Instruc-
tions.

(6) Whenever the pnomy of an earlier United
States national application is claimed in an interna-
tional applncatwn. the appllcant may request in a
letter of transmittal accompanying the international
application upon filing with the United States Receiv-
ing Office or in a separate letter filed in the Receiving
Office not later than 16 months after the priority date,
that the Patent and Trademark Office prepare a certi-
fied copy of the national application for transmittal to
the International Bureau (PCT Article 8 and PCT
Rule 17). The fee for preparing a certified copy is
stated in § 1.19 (a)(3) and (b)(1).
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() If & certified copy of the' priority- 'dOcu'riieh'f"is

not submitted together with the international applica-

tion on filing, or, if the pnomy appllcatlon was filed
in the United States and ' a request and. approprlate
payment for preparation of such a certified copy. do
not accompany the international application on filing
or are not filed within 16 months.of the priority date,
the certified copy of the priority document must be
furnished by the applicant to the International Bureau
or to the United States Receiving Office within the
time limit specified in PCT Rule 17.1(a).

(35 US.C. 6; 15 US.C. 1113, 1123)

[47 FR 40140, Sept. 10, 1982, effective date Oct. 1, 1981; para. (b),
47 FR 41282, Sept. 17, 1982, effective date Oct. 1, 1982; paras. (b)
& (c), 50 FR 9384, Mar. 7, 1985, effective date May 8, 1985)

REPRESENTATION

1.455 Representation in international applica-

tions.

(a) Applicants of international applications may be
represented by attorneys or agents licensed to prac-
tice before the Patent and Trademark Office or by 2
common representative (PCT Art. 49, Rules 4.8 and
90 and § 10.10).

(b) Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either
in the Reguest form, signed by all applicants, or in a
separate power of attorney submitted either to the
United States Receiving Office or to the International
Bureau.

(c) Powers of attorney and revocations thereof
should be submitted to the United States Receiving
Office until the issuance of the international search
report.

(d) The addressee for correspondence will be as in-
dicated in Section 108 of the Administrative Instruc-
tions.

[OMB Control No. 0651-0011]
[50 FR 5171, Mar. 7, 1985, effective date May 8, 1985)

TrRaNSMITTAL OF RECORD Copy

1.461 Procedures for transmittal of record
copy to the International Bureau.

(a) Transmittal of the record copy of the interna-
tional application to the International Bureau shall be
made by the United States Receiving Office.

(b) [Reserved]

{c) No copy of an international application may be
transmitted to the jnternational Bureau, a foreign
Designated Office, or other foreign authority by the
United States Receiving Office or the applicant,
unless the applicable requirements of Part 5 of this
chapter have been satisfied.

[OMB Control No. 0651-0011}
[paras. (a) & (b), SO FR 9384, Mar. 7, 1985, effective date May 8,
1985]
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1465  Timing of application processmg based
‘on the priority date. -

() For the purpose of computmg time lmuts under
the Treaty, the priority date shall -be def ned as in
PCT Art. 2(xi).

(b) When a claimed priority date is cancelled under
PCT Rule 4.10(d), or considered not to have been
made under PCT Rule 4.10(b), the priority date for
the purposes of computing time limits will be the date
of the earliest valid remaining priority claim of the
international application, or if none, the international
filing date.

(¢} When corrections under PCT Art. 11(2), Art.
14(2) or PCT Rule 20.2(a){i) or (iii) are timnely submit-
ted, and the date of receipt of such corrections falls
later than one year from the claimed priority date or
dates, the Receiving Office shall proceed under PCT
Rule 4.10(d).

{OMB Control No. 0651-0011]

1.468 Delays in meeting time limits.

Delays in meeting time limits during international
processing of international applications may only be
excused as provided in PCT Rule 82. For delays in
meeting time limits in a national application, see
§1.137.

{OMB Control No. 0651-0011]

‘ AMENDMENTS
1471

Corrections and amendments during
international processing.

(a) All corrections submitted o the United States
Receiving Office must be in the form of replacement
sheets and be accompanied by a letter that draws at-
tention to the differences between the replaced sheets
and the replacement sheets, except that the deletion of
lines of text, the correction of simple typographical
errors, and one addition or change of not more than
five words per sheet may be stated in a letter and the
United States Receiving Office will make the deletion
or transfer the correction to the international applica-
tion, provided that such corrections do not adversely
affect the clarity and direct reproducibility of the ap-
plication (PCT Rule 26.4).

(b) Amendments of claims submitted to the Interna-
tional Bureau shall be as prescribed by PCT Rule 46.

[OMB Control WNo. 0651-0011}

1475 Changes in person, name, or address of
applicants and inventors.

All requests for a change in person, name or ad-
dress of applicants and inventor be sent to the United
States Receiving Office until the time of issuance of
the international search report. Thereafter requests for
such changes should be submitted to the International
Bureau.

[OMB Control No. 0651-0011)
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UNITY OF INVENTION: -

1.481 PDeterminationn of  unity of - invention
before the International Searching Authority.

(a) Before establishing the international search
report, the International Searching Autharity shall de-
termine whether 'the international apphcatlon com-
plies with the requu‘ement of unity of invention as set
forth in PCT Rule 13 and as set forth in §§ 1.141 and
1.146 except as modified below in this section.

(b) If the International Searching Authority consid-
ers that the international application does not comply
with the requirement of unity of invention, it shall
inform the applicant accordingly and invite the pay-
ment of additional fees (note § 1.445 and PCT Art.
17(3)(a) and PCT Rule 40). The applicant will be
given a time period in accordance with PCT Rule
40.3 to pay the additional fees due.

(c) In the case of non-compliance with unity of in-
vention and where no additional fees are paid, the
international search will be performed on the inven-
tion first mentioned (“main invention™) in the claims.

(d) Lack of unity of invention may be directly evi-
dent before considering the claims in relation to amy
prior art, or after taking the prior art into consider-
ation, as where a document discovered during the
search shows the invention claimed in a generic or
linking claim lacks novelty or is clearly obvious, leav-
ing two or more claims joined thereby without a
common inventive concept. In such a case the Inter-
national Searching Authority may raise the objection
of lack of unity of invention.

[OMB Control No. 0651-0011}

1.482 Protest to lack of unity of invention,

(a) If the applicant disagrees with the holding of
lack of vnity of invention by the International Search-
ing Authority, additional fees may be paid under pro-
test, accompanied by a request for refund and a state-
ment setting forth reasons for disagreement or why
the required additional fees are considered excessive,
or both (PCT Rule 40.2(c)).

(b) Protest under paragraph (c) of this section will
be examined by the Commissioner or the Commission-
er’s designee. In the event that the applicant’s protest
is determined to be justified, the additional fees or a
portion thereof will be refunded.

(c) An applicant who desires that a copy of the
protest and the decision thereon accompany the inter-
national search report when forwarded to the Desig-
nated Offices, may notify the International Searching
Authority to that effect any time prior to the issuance
of the international search report. Thereafter, such
notification should be directed to the International
Bureau (PCT Rule 40.2(c)).

[OMB Control No. 0651-0011])

Subpart D--Reexamination of Patents
SOURCE: 46 FR 29185, May 29, 1981, unless otherwise noted.

Rev, 1, Oct, 1985



1.50113 E:

CITATION OF PRIOR ART
1.501 . Citation of prior art in patent files.

(a) At any time during the period of enforceability
of a patent, any person may cite to the Patent and
Trademark .Office in writing. prior, art consisting of
patents or prmted publications which .that person
states to be pertinent and applicable to the patent and
believes to have a bearing on the patentability of any
claim of a particular patent. If the citation is made by
the patent owner, the explanation of pertinency and
applicability may include an explanation of how the
claims differ from the prior art. Citations by the
patent owner under § 1.555 and by a reexamination
requester under either § 1.510 or § 1.535 will be en-
tered in the patent file during a reexamination pro-
ceeding. The entry in the patent file of citations sub-
mitted after the date of an order to reexamine pursu-
ant to § 1.525 by persons other than the patent owner,
or a reexamination requester under either § 1.510 or
§ 1.535, will be delayed until the reexamination pro-
ceedings have been terminated.

(b) If the person making the citation wishes his or
her identity to be excluded from the patent file and
kept confidential, the citation papers must be submit-
ted without any identification of the person making
the submission.

(c) Citation of patents or printed publications by
the public in patent files should either: (1), Keflect that
a copy of the same has been mailed t& the patent
owner at the address as provided for in § 1.33(c); or
in the event service is not possible (2) be filed with
the Office in duplicate.

REQUEST FOR REEXAMINATION

1.510 Reguest for reexamination.

(2) Any person may, at any time during the period
of enforceability of a patent, file a request for reexam-
ination by the Patent and Trademark Office of any
claim of the patent on the basis of prior art patents or
printed publications cited under § 1.501. The request
must be accompanied by the fee for requesting reex-
amination set in § 1.20(c).

(b) Any request for reexamination must include the
following parts:

(1) A statement pointing out each substantial new
question of patentability based on prior patents and
printed publications.

(2) An identification of every claim for which reex-
amination is requested, and a detailed explanation of
the pertinency and manner of applying the cited prior
art to every claim for which reexamination is request-
ed. If appropriate the party requesting recxamination
may also point out how claims distinguish over cited
prior art.

(3) A copy of every patent or printed publication
relied upon or referred to in paragraph (b) (1) and (2)
of this section accompanied by an English language
transfation of all the necessary and pertinent parts of
any non-English language patent or printed publica-
tion.

Rev, 1, Oct, 1985
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(4) The entire specification ‘(including claims) and
drawings of the patent for which reexamination is re-.
quested must be furnished 'in the form of cut-up
copies of the original patent with only a ‘single
column . of the printed: patent securely mounted or. re-
produced in permanent form on one: side of a separate ;
paper. A copy of any disclaimer, certificate of correc-
tion, or reexamination certificate issued in the nalent
must also be inciuded. .

(5) A certification that a copy of the request ﬁled
by a person other than the patent owner has been
served in its entirety on the patent owner at the ad-
dress as provided for in § 1.33(c). The name and ad-
dress of the party served must be indicated. If service

. was not possible, a duplicate copy must be supplied to

the Office.

(c) If the reguesi does not include the fee for re-
questing reexamination or all of the parts required by
paragraph (b) of this section, the person identified as
requesting reexamination will be so notified and given
an opportunity to complete the request within a speci-
fied time. If the fee for requesting reexamination has
been paid but the defect in the request is not correct-
ed within the specified time, the determination wheth-
er or not to institute reexamination will be made on
the request as it then exists. If the fee for requesting
reexamination has not been paid, no determination
will be made and the request will be placed in the
patent file as a citation if it complies with the require-
ments of § 1.501(a).

(d) The filing date of the request is: (1) The date on
which the reqguest including the entire fee for request-
ing reexamination is received in the Patent and Trade-
mark Office; or (2) the date on which the last portion
of the fee for requesting reexamination is received.

(e) A request filed by the patent owner, may in-
clude a proposed amendment in accordance with
§ 1.121(%).

(f) If a request is filed by an attorney or agent iden-
tifying another party on whose behalf the request is
being filed, the attorney or agent must have a power
of attorney from that party or be acting in a repre-
sentative capacity pursuant to § 1.34(a).

{OMB Control No. 0651-0011}
(35 U.8.C. 6; 15 U.S.C. 1113, 1123)

[46 FR 29185, May 29, 1981; para. (a), 47 FR 41282, Sept. 17, 1982,
effective date Oct. 1, 1982]

1.518 Determination of the request for reex-
amination.

(a) Within three months following the filing date of
a request for reexamination, an examiner will consider
the request and determine whether or not a substan-
tial new question of patentability affecting any claim
of the patent is raised by the request and the prior art
cited therein, with or without consideration of other
patents or printed publications. The examiner’s deter-
mination will be based on the claims in effect at the
time of the determination and will become a part of
the official file of thc patent and will be given or
mailed to the patent owner at the address as provided
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for in § l 33(c) and to the person requestmg reexam :

ination,
() Where no substantlal new: questlon of patentabll-

ity has been found, a refund of a portion of the fee for
requesting reexamination will be made to the recguest :

er in accordance with § 1.26(c).

(c) The requester may seek review by a petmon to
the Commissioner under § 1.181 within one month of
the mailing date of the examiner’s determination refus-
ing reexamination. Any such petition must comply
with § 1.181(b). If no petition is timely filed or if the
decision on petition affirms that no substantial new
question of patentability has been raised, the determi-
nation shall be final and nonappealable.

1.520 Reexamination at the initiative of the
Commissioner.

The Commissioner, at any time during the period of
enforceability of a patent, may determine whether or
not a substantial new question of patentability is raised
by patents or printed publications which have been
discovered by the Commissioner or which have been
brought to the Commissioner’s attention even though
no request for recxamination has been filed in accord-
ance with § 1.510. The Commissioner may initiate re-
examination without a request for reexamination pur-
suant to § 1.510. Normally requests from outside the
Patent and Trademark Office that the Commissioner
uandertake reexamination on his own initiative will not
be considered. Any determination to initiate reexam-
ination under this section will become a part of the
official file of the patent and will be given or mailed
to the patent owner at the address as provided for in
§ 1.33(c).

REEXAMINATION

1.528 Order to reexamine.

(2) If a substantial new question of patentability is
found pursuant to § 1.515 or § 1.520, the determina-
tion will include an order for reexamination cf the
patent for resolution of the guestion. If the order for
reexamination resulted from a petifion pursuant to
§ 1.515(c), the reexamination will ordinarily be con-
ducted by an examiner other than the examiner re-
sponsible for the initial determination under § 1.515(2).

(b) If the order for reexamination of the patent
mailed to the patent owner at the address as provided
for in § 1.33(c) is returned to the Office undelivered,
the notice published in the Official Gazette under
§ 1.11(c) will be considered to be constructive notice
and reexamination will proceed.

1.530 Statement and amendment by patent
GWHEE.

(a) Except as provided in § 1.510(e), no statement
or other response by the patent owner shall be filed
prior to the determinations made in accordance with
88 1.515 or 1.520. If a premature statement or other
response is filed by the patent owner it will not be ac-
knowledged or considered in making the determina-
tion.
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(b) The order for reexamination will set a period-of:

not: less than two months from the date of the order
within which the patent owner may file a'statement
on the new question of patentability including any
proposed ame..dments the patent owner wnshes to
make. -

(c) Any statement ﬁled by the patent owner shall
clearly point out why the subject matter as claimed is
not anticipated or rendered obvious by the prior art
patents or printed publications, either alone or in any
reasonable combinations. Any statement filed must be
served upon the reexamination requester in accord-
ance with § 1.248,

(d) Any proposed amendments to the description
and claims must be made in accordance with
§ 1.121(f). No amendment may enlarge the scope of
the claims of the patent or introduce new matter. No
amended or new claims may be proposed for entry in
an expired patent. Moreover, no amended or new
claims will be incorporated into the patent by certifi-
cate issued after the expiration of the patent.

(e) Although the Office actions will treat proposed
amendments as though they have been entered, the
proposed amendments will not be effective until the
reexamination certificate is issued.

1.535  Reply by requester.

A reply to the patent owner’s statement under
§ 1.530 may be filed by the reexamination requester
within two months from the date of service of the
patent owner’s statement. Any reply by the requester

must be served upon the patent owner in accordance -

with § 1.248. If the patent owner does not file a state-
ment under § 1.530, no reply or other submission from
the reexamination requester will be considered.

1.540 Consideration of responses.

The failure to timely file or serve the documents set
forth in § 1.530 or in § 1.535 may result in their being
refused consideration. No submissions other than the
statement pursuant to § 1.530 and the reply by the re-
quester pursuant to § 1.535 will be considered prior to
examination.

1.550 Conduct of reexamination proceedings.

(z2) All reexamination proceedings, including any
appeals to the Board of Patent Appeals and Interfer-
ences, will be conducted with special dispatch within
the Office. After issuance of the reexamination order
and expiration of the time for submitting any re-
sponses thereto, the examination will be conducted in
accordance with §§ 1.104-1.119 and will result in the
issuance of a reexamination certificate under § 1.570.

(b) The patent owner will be given at least 30 days
to respond to any Office action. Such response may
include further statements in response to any rejec-
tions and/or proposed amendments or new claims to
place the patent in a condition where all the claims, if
amended as proposed, would be patentable.

(c) The time for taking any action by a patent
owrer in a reexamination proceeding will be extended
only for sufficient cause, and for a reasonable time
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specified.: Any- request for -such extension must be

filed: on or before the. day on which action by the.

patent - owner-is due; but in no case will  the mere
filing of the request effect any extension. .

(d) If the patent owner fails to file a timely and ap—
proprmte response to any Office action, the reexam-
ination proceeding will be' terminated and the Com-
missioner will proceed to issue a - certificate under
§ 1.570 in accordance with the last action of the
Office.

{e) The reexamination requester will be sent copies
of Office actions issued during the reexamination pro-
ceeding. Any document filed by the patent owner
must be served on the reguester in the manner provid-
ed in § 1.248. The document must reflect service or
the document may be refused consideration by the
Office. The active participation of the reexamination
requester ends with the reply pursuant to § 1.535, and
no further submissions on behalf of the reexamination
requester will be acknowledged or considered. Fur-
ther, no submissions on behalf of any third parties will
be acknowledged or considered unless such submis-
sions are (1) in accordance with § 1.510 or (2) entered
in the patent file prior to the date of the order to re-
examine pursuant to § 1.525. Submissions by third par-
ties, filed after the date of the order to reexamine pur-
suant to § 1.525, must meet the requirements of and
will be treated in accordance with § 1.501(a).

(35 U.S.C. 6, Pub. L. 97-247)

{46 FR 29185, May 29, 1981; para. (c), 49 FR 556, Jan. 4, 1984,
effective date Apr. 1, 1984; para. (a), 49 FR 48416, Dec. 12, 1984,
effective date Feb. 11, 1985}

1.552 Scope of reexamination in reexamina-
tion proceedings.

(a) Patent claims will be reexamined on the basis of
patents or printed publications.

(b) Amended or new claims presented during a re-
examination proceeding must not enlarge the scope of
the claims of the patent and will be examined on the
basis of patents or printed publications and also for
compliance with the requirements of 35 U.S.C. 112
and the new matter prohibition of 35 U.S.C. 132.

(c) Questions other than those indicated in para-
graphs (a) and (b) of this section will not be resolved
in a reexamination proceeding. If such questions are
discovered during a reexamination proceeding, the ex-
istence of such questions will be noted by the examin-
er in an Office action, in which case the patent owner
may desire to consider the advisability of filing a re-
issue application to have such questions considered

and resolved.
1.565 Duty of disclosure in reexamination pro-
ceedings.
(a) A duty of candor and good faith toward the
Patent and Trademark Office rests on the patent

owner, on each attorney or agent who represents the.

patent owner, and on every other individual who is
substantively involved on behalf of the patent owner
in a reexamination proceeding. All such individuals
who are aware, or become aware, of patents or print-
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ed :publications: material to the . reexamination :which:
have not been previously made of record in the patent:

file must bring such patents or printed publications:to
the: attention of the Office.. An information disclosure
statement, - preferably .in accordance - with -§1.98,

should be filed within two months of the date of the-

order for reexamination, or as soon thereafter as pns-
sible in order to bring such patents or printed pubhca-
tions to the attention of the Office.

(b) Disclosures pursuant to this section must be ac-
companied by a copy of each foreign patent docu-
ment or non-patent printed publication which is being
disclosed or by a statement that the copy is not in the
possession of the person making the disclosure and
may be made to the Office through an attorney or
agent having responsibility on behalf of the patent
owner for the reexamination proceeding or through a
patent owner acting in his or her own behalf. Disclo-
sure to such an attorney, agent or patent owner shall
satisfy the duty of any other individual. Such an attor-
ney, agent or patent owner has no duty to transmit in-
formation which is not material to the reexamination.

(c) The duties of candor, good faith, and disclosure
required in paragraph (a) of this section have not been
complied with if any fraud was practiced or attempt-
ed on the Office or there was any violation of the
duty of disclosure through bad faith or gross negli-
gence by, or on behalf of, the patent owner in the re-
examination proceeding.

(d) The responsibility for compliance with this sec-
tion rests upon the individuals identified in paragraph
(a) of this section and no evaluation will be made in
the reexamination proceeding by the Office as to
compliance with this section. If questions of compli-
ance with this section are discovered during a reex-
amination proceeding, they will be noted as unre-
solved questions in accordance with § 1.552(c).

(35 U.S.C. 6, Pub. L. 97-247)
{47 FR 21752, May 19, 1982, effective date July 1, 1982; paras. (a)
& (b), 49 FR 556, Jan. 4, 1984, effective date Apr. 1, 1984]

1.560 Interviews in reexamination proceedings.

(2) Interviews in reexamination proceedings pend-
ing before the Office between examiners and the
owners of such patents or their attorneys or agents of
record must be had in the Office at such times, within
Office hours, as the respective examiners may desig-
nate. Interviews will not be permitted at any other
time or place without the authority of the Commis-
sioner. Interviews for the discussion of the patentabil-
ity of claims in patents involved in reexamination pro-
ceedings will not be had prior to the first official
action thereon. Interviews should be arranged for in
advance. Requests that reexamination requesters par-
ticipate in interviews with examiners will noi be
granted.

(b) In every instance of an interview with an exam-
iner, a complete written statement of the reasons pre-
sented at the interview as warranting favorable action
must be filed by the patent owner. An interview does
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not remove. the. necessity- for. response to;Office ac-
tions as specified in-§ 1.111. - R O S

1.565 - Concurrent office proceedings.
() In any reexamination proceeding before the

Office; the patent owner shall call the attention of the

Office to any prior or -concurrent proceedings in
which the patent is or was involved such as.interfer-
ences, reissue, reexaminations, or litigation and the re-
sults of such proceedings. ' ‘ '

(b) If a patent in the process of reexamination is or
becomes involved in litigation or a reissue application
for the patent is filed or pending, the Commissioner
shall determine whether or not to stay the reexamina-
tion or reissue proceeding.

{c) If reexamination is ordered while a prior reex-
amination proceeding is pending, the reexamination
proceedings will be consolidated and result in the is-
suance of a single certificate under § 1.570.

(d) If a reissue application and a reexamination pro-
ceeding on which an order pursuant to § 1.525 has
been mailed are pending concurrently on a patent, a
decision will normally be made to merge the two pro-
ceedings or to stay ome of the two proceedings.
Where merger of a reissue application and a reexam-
ination proceeding is ordered, the merged examination
will be conducted in accordance with §§ 1.171
through 1.179 and the patent owner will be required
to place and maintain the same claims in the reissue
application and the reexamination proceeding during
the pendency of the merged proceeding. The examin-
er’s actions and any responses by the patent owner in
a merged proceeding will apply to both the reissue
application and the reexamination proceeding and be
physically entered into both files. Any reexamination
proceeding merged with a reissue application shall be
terminated by the grant of the reissued patent.

(e) If a patent in the process of reexamination is or
becomes involved in an interference, the Commission-
er may stay reexamination or the interference. The
Commissioner will not consider a request to stay an
interference unless a motion (§ 1.635) to stay the inter-
ference has been presented to, and denied by, an ex-
aminer-in-chief and the request is filed within ten (10)
days of a decision by an examiner-in-chief denying the
motion for a stay or such other time as the examiner-
in-chief may set.

{46 FR 29185, May 29, 1981; paras. M)y & (d), 47 FR 21753, May
19, 1982, effective dste July 1, 1982; paras. (b) & (e), 49 FR 48416,
Dec. 12, 1984, 50 FR 23123, May 31, 1985, effective date Feb. 11,

1985]
CERTIFICATE

1.570 Issuance of reexamination certificate
after reexamination proceedings.

(a) Upon the conclusion of reexamination proceed-
ings, the Commissioner will issue a certificate in ac-
cordance with 35 U.S.C. 307 setting forth the results
of the reexamination proceeding and the content of
the patent following the reexamination proceeding.

(b) A certificate will be issued in each patent in
which a reexamination proceeding has been ordered
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1.601

under § 1.525.-Any statutory : disclaimer- filed: by the
patent owner will be made part: of the certificate. "

(c) The certificate will be .mailed onthe day of its

date to the patent owner at the address as provided
for-in-§ 1.33(c). A copy of the certificate will also be
mailed to the reguester of the reexamination proceed-
ing.
(d) If a certificate has been issned which canceis all
of the claims of the patent, no further Office proceed-
ings will be conducted with regard to that patent or
any reissue applications or reexamination requests re-
lating thereto.

{e) If the reexamination proceeding is terminated by
the grant of a reissued patent as provided in § 1.565(d)
the reissued patent will constitute the reexamination
certificate required by this section and 3§ U.S.C. 307.

(f) A notice of the issuance of each certificate under
this section will be published in the Official Gazette on
its date of issuance,

[46 FR 29185, May 29, 1981; para. (e), 47 FR 21753, May 19, 1982,
effective date July 1, 1982]

Subpart E~Interferences

1.601  Scope of rules, definitions.

This subpart governs the procedure in patent inter-
ferences in the Patent and Trademark Office. This
subpart shall be construed to secure the just, speedy,
and inexpensive determination of every interference.
For the meaning of terms in the Federal Rules of Evi-
dence as applied to interferences, see § 1.671(c).
Unless otherwise clear from the context, the follow-
ing definitions apply to this subpart:

(a) “Additional discovery” is discovery to which a
party may be entitled under § 1.687 in addition to dis-
covery to which the party is entitled as a matter of
right under § 1.673 (2) and (b).

(b) “Affidavit” means affidavit, declaration under
§ 1.68, or statutory declaration under 28 U.S.C. 1746.
A transcript of an ex parte deposition may be used as
an affidavit.

(c) “Board” means the Board of Patent Appeals
and Interferences.

(d) “Case-in-chief” means that rortion of a party’s
case where the party has the burden of going forward
with evidence.

(e) “Case-in-rebuttal” means that portion of a
party’s case where the party presents evidence in re-
buttal to the case-in-chief of another party.

() A “count” defines the interfering subject matter
between (1) two or more applications or (2) one or
more applications and one or more patents. When
there is more than one count, each count shall define
a separate patentable invention. Any claim of an ap-
plication or patent which corresponds to a count is a
claim involved in the interference within the meaning
of 35 U.8.C. 135(a). A cleim of a patent or application
which is identical to a count is said to “correspond
exactly” to the count. A claim of a patent or applica-
tion which is not identical to a count, but which de-
fines the same patentable invention as the count, is
said to “‘correspond substantially” to the count. When
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a count i$ broader in scope than all claims which cor-

respond to the count, the count is a ““phantom count.”
A phantom count is not patentable to any party..

(g) The “effective filing date” of an application or a
patent is the filing date of an earlier application ac-
corded to the application or patent under 35 U.S.C.
119, 120, or 365.

(h) In the case of an application, “filing date”
means the filing date assigned to the application. In
the case of a patent, “filing date” means the filing
date assigned to the application which issued as the
patent.

(i) An “interference” is a proceeding instituted in
the Patent and Trademark Office before the Board to
determine any question of patentability and priority of
invention between two or more parties claiming the
same patentable invention. An interference may be de-
clared between two or more pending applications
naming different inventors when, in the opinion of an
examiner, the applications contain claims for the same
patentable invention. An interference may be declared
between one or more pending applications and one or
more unexpired patents naming different inventors
when, in the opinion of an examiner, any application
and any unexpired patent contain claims for the same
patentable invention.

() An “interference-in-fact” exists when at least one
claim of a party which corresponds toc a count and at
least one claim of an opponent which corresponds to
the count define the same patentable invention.

(k) A “lead” attorney or agent is a registered attor-
ney or agent of record who is primarily responsible
for prosecuting an interference on behalf of a party
and is the attorney or agent whom an examiner-in-
chief may contact to set times and take other action in
the interference.

() A “party” is (1) an applicant or patentee in-
volved in the interference or (2) a legal representative
or an assignee of an applicant or patentee involved in
an interference. Where acts of a party are normally
performed by an attorney or agent, “party” may be
construed to mean the attorney or agent. An “inven-
tor” is the individual named as inventor in an applica-
tion involved in an interference or the individual
named as inventor in a patent involved in an interfer-
ence.

(m) A “sepior party” is the party with earliest ef-
fective filing date as to all counts or, if there is no
party with the earliest effective filing date as to all
counts, the pany with the earliest filing date. A
“junior party” is any other party.

(n) Invention “A” is the “same patentable inven-
tion” as an invention “B” when invention “A” is the
same as (35 U.S.C. 102) or is obvious (3§ U.S.C. 103)
in view of invention “B” assuming invention “B” is
prior art with respect to invention “A”. Invention
“A” is a “separate patentable invention” with respect
to invention “B” when invention “A” is new (35
U.S.C 102) and non-obvious (35 U.S.C. 103) in view
of invention “B” assuming invention “B” is prior art
with respect to invention “A”.

(o) “Sworn” means sworn or affirmed.
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(P) “United States” means the United States of
America, its territories and possessions.

[49 FR 48416, Dec. 12, 1984, 50 FR 23123, May 31, 1985, added
effective Feb. 11, 1985]

1.602  Interest in‘.applications and patents in-
volved in an interference.

(a) Unless good cause is shown, an interference
shall not be declared or continued between (1) appli-
cations owned by a single party or (2) applications
and an unexpired patent owned by a single party.

(b) The parties, within 20 days after an interference
is declared, shall notify the Board of any and all right,
title, and interest in any application or patent involved
or relied upon in the interference unless the right,
title, and interest is set forth in the notice declaring
the interference.

(c) If a change of any right, title, and interest in
any application or patent involved or relied upon in
the interference occurs after notice is given declaring
the interference and before the time expires for seek-
ing judicial review of a final decision of the Board,
the parties shall notify the Board of the change within
20 days of the change.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

1.603 Interference between applications; sub-
ject matter of the interierence,

Before an interference is declared between two or
more applications, the examiner must be of the opin-
ion that there is interfering subject matter claimed in
the applications which is patentable to each applicant
subject to a judgment in the interference. The inter-
fering subject matter shall be defined by one or more
counts. Each count shall define a separate patentable
invention. Each application must contain, or be
amended to contain, at least one claim which corre-
sponds to each count. All claims in the applications
which define the same patentable invention as a count
shall be designated to correspond to the count.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)
1.604 Request for interferemce between appli-
cations by an applicant.
(a) An applicant may seek to have an interference

declared with an application of another by (1) sug-

gesting a proposed count and presenting a claim cor-
responding to the proposed count, (2) identifying the
other application and, if known, a claim in the other
application which corresponds to the proposed count,
and (3) explaining why an interference should be de-
clared.

(b) When an applicant presents a claim known to
the applicant to define the same patentabie invention
claimed in a pending application: of another, the appli-
cant shall identify that pending application, unless the
claim is presented in response to a suggestion by the
examiner. The examiner shall notify the Commissioner
of any instance where it appears an applicant may
have failed to comply with the provisions of this
paragraph.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

R—66




CPATENT-RULES {0t 3

1 6&5‘ Suggestnon of clalm to apphcant by ex—
aminer. I

(a) The examiner may suggest that an apphcant '

present a claim in an application for the purpose of an

interference with another apphcatlon or a patent. The
applicant to whom the claim. is suggested shall amend

the apphcatlon by presenting the suggested claim
within a time specified by the examiner, not less than
one month. Failure .or refusal of an applicant to
timely present the suggested claim shall be taken
without further action as a disclaimer by the applicant
of the invention defined by the suggested claim. At
the time the suggested claim is presented, the appli-
cant may also (1) call the examiner’s attention to
other claims already in the application or which are
presented with the suggested claim and (2) explain
why the other claims would be more appropriate to
be included in any interference which may be de-
clared.

(b) The suggestion of a claim by the examiner for
the purpose of an interference will not stay the period
for response to any outstanding Office action. When a
suggested claim is timely presented, ex parte proceed-
ings in the application will be stayed pending a deter-
mination of whether an interference will be declared.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

1.606 Interference between an application and
a patent; subject matter of the interference.

Before an interference is declared between an appli-
cation and an unexpired patent, an examiner must de-
termine that there is interfering subject matter
claimed in the application and the patent which is pat-
entable to the applicant subject to a judgment in the
interference. The interfering subject matter will be de-
fined by one or more counts. Each count shall define
a separate patentable invention. Any application must
contain, or be amended to contain, at least one claim
which corresponds to each count. All claims in the
application and patent which define the same patent-
able invention as a count shall be designated to corre-
spond to the count. At the time an interference is imi-
tially declared (§ 1.611), a count shall not be narrower
in scope than any patent claim which corresponds to
the count and any single patemt claim will be pre-
sumed, subject to a motion under § 1.633(c), not to
contain separate patentable inventions.

[49 FR 48416, Dec. 12. 1984, added effective Feb. 11, 1985]

1.607 Request by applicant for interference
with patent,

(a) An applicant may seek to have an interference
declared between an application and an unexpired
patent by (1) presenting a proposed count and a claim
corresponding to the proposed count and, if any claim
of the patent or application does not correspond ex-
actly to the proposed count, explaining why an inter-
ference should be declared, (2) identifying the patent
and indicating which claim in the application and
which claim or claims of the patent correspond to the
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1.608 : :

proposed’ count; and '(3) applying the terms of the ap--
plication claim cotrespondmg to- the count to the dlS-'
closure of the application:-

(b) When an apphcant seeks an mterference wnth a
patent, examinaiion of the application, including any
appeal to-the Board, shall be conducted ‘with ‘special
dlspatch within the Patent and Trademark Office. The
examiner shall determine whether there is interfering
subject matter claimed in the application and the
patent which is patentable to the applicant subject to
a judgment in an interference. If the examiner deter-
mines that there is any interfering subject matter, an
interference will be declared. If the examiner deter-
mines that there is no interfering subject matter, the
examiner shall state the reasons why an interference is
not being declared and otherwise act on the applica-
tion.

(c) When an applicant presents a claim which cor-
responds exactly or substantially to a claim of a
patent, the applicant shall identify the patent and the
number of the patent claim, unless the claim is pre-
sented in response to a suggestion by the examiner.
The examiner shall notify the Commissioner of any
instance where an applicant fails to identify the
patent.

(d) A notice that an applicant is seeking to provoke
an interference with a patent will be placed in the file
of the patent and a copy of the notice will be sent to
the patentee. The identity of the applicant will not be
disclosed unless an interference is declared. If a final
decision is made not to declare an interference, a
notice to that effect will be placed in the patent file
and will be sent to the patentee.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

1.608 Interference between an application and
a patent; prima facie showing by applicant.

(a) When the earlier of the filing date or effective
filing date of an application is three months or less
after the earlier of the filing date or effective filing
date of a patent, the applicant, before an interference
will be declared, shall file an affidavit alleging that
there is a basis upon which applicant is entitled to a
judgment relative to the patentee.

(b) When the earlier of the filing date or the effec-
tive filing date of an application is more than three
months after the earlier of the filing date or the effec-
tive filing date under 35 U.S.C. 120 of a patent, the
applicant, before an interference will be declared,
shall file (1) evidence which may consist of patents or
printed publications, other documents, and one or
more affidavits which demonstrate that applicant is
prima facie entitled to a judgment relative to the pat-
entee and (2) an explanation stating with particularity
the basis upon which the applicant is prima facie enti-
tled to the judgment. Where the basis upon which an
applicant is entitled to judgment relative to a patentee
is priority of invention, the evidence shall include affi-
davits by the applicant, if possible, and one or more
corroborating witnesses, supported by documentary
evidence, if available, each setting out a factual de-
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scription of acts and: circumstances performed or ob- -
served by the affiant, which collectively would prima .

Jacie entitle the applicant to judgment on priority
with respect to the earlier of the filing date or effec-

tive filing date of the patent. To facilitate preparation
of a record (§ 1.653: (g) and () for final hearing, an

applicant should file affidavits on paper which is 8%
x 11 inches (21.8 by 27.9 cm.). The significance of any
printed publication or other document which is self-
authenticating within the meaning of Rule 902 of the
Federal Rules of Evidence or §1.671(d) and any
patent shall be discussed in an affidavit or the expla-
nation. Any printed publication or other document
which is not self-authenticating shall be authenticated
and discussed with particularity in an affidavit. Upon
a showing of sufficient cause, an affidavit may be
based on information and belief. If an examiner finds
an application to be in condition for declaration of an
interference, the examiner will consider the evidence
and explanation only to the extent of determining
whether a basis upon which the applicant would be
entitled to a judgment relative to the patentee is al-
leged and, if a basis is alleged, an interference may be
declared.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.609 Preparation of interference papers by
examiner.

When the examiner determines that an interference
should be declared, the examiner shall forward to the
Board:

(a) All relevant application and patent files and

(b) A statement identifying:

(1) The proposed count or counts;

(2) The claims of any application or patent which
correspond to each count, stating whether the claims
correspond exactly or substantially to each count;

(3) The claims in any application which are deemed
by the examiner to be patentable over any count; and

(4) Whether an applicant or patentee is entitled to
the benefit of the filing date of an earlier application
and, if so, sufficient information to identify the earlier
application.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.610 Assignment of interference to examiner-
in-chief, time period for completing interfer-
ence.

(2) Bach interference will be declared by an exam-
iner-in-chief who may enter all interlocutory orders in
the interference, except that only a panel consisting of
at least three members of the Board shall (1) hear oral
argument at final hearing, (2) enter a decision under
§61.617, 1.640(c) or (e), 1.652, 1.656(i) or 1.658 or (3)
enter any other order which terminates the interfer-
ence.

(b) As necessary, another examiner-in-chief may act
in place of the one who declared the interference.
Unless otherwise provided in this section, at the dis-
cretion of the examiner-in-chief assigned to the inter-
ference, a panel comsisting of two or more members
of the Board may enter interlocutory orders.
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{c) Unless. otherwise provided in this subpart, times :
for taking action by a party in the interference will be
set on a case-by-case basis by the examiner-in-chief as-
signed to the interference. Times for taking action
shall be set ‘and vhe examiner-in-chief shall exercise
control over the interference such that the pendency
of the interference before the Board does not normal-
ly exceed two years. : ‘

(d) An examiner-in-chief may hold a conference
with the parties to consider: (1) Simplification of any
issues, (2) the necessity or desirability of amendments
to counts, (3) the possibility of obtaining admissions of
fact and genuineness of documents which will avoid
unnecessary proof, (4) any limitations on the number
of expert witnesses, (5) the time and place for con-
ducting a deposition (§ 1.673(g)), and (6) any other
matter as may aid in the disposition of the interfer-
ence. After a conference, the examiner-in-chief may
enter any order which may be appropriate.

(e) The examiner-in-chief may determine a proper
course of conduct in an interference for any situation
not specifically covered by this part.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.611 Declaration of interference.

(a) Notice of declaration of an interference will be
sent to each party.

(b) When a notice of declaration is returned to the
Patent and Trademark Office undelivered, or in any
other circumstance where appropriate, an examiner-
in-chief may (1) send a copy of the notice to a patent-
ee named in a patent involved in an interference or
the patentee’s assignee of record in the Patent and
Trademark Office or (2) order publication of an ap-
propriate notice in the Official Gazerte.

(c) The notice of declaration shall specify:

(1) The name and residence of each party involved
in the interference;

(2) The name and address of record of any attorney
or agent of record in amy application or patent in-
volved in the interference;

(3) The name of any assignee of record in the
Patent and Trademark Office;

(4) The identity of amy application or patent in-
volved in the interference;

(5) Where a party is accorded the benefit of the
filing date of an earlier application, the identity of the
earlier application;

(6) The count or counts;

(7) The claim or claims of any application or any
patent which correspond to each count; and

(8) The order of the parties.

(d) The notice of declaration may also specify the
time for: (1) Filing a preliminary statement as provid-
ed in § 1.521(a); (2) serving notice that a preliminary
statement has been filed as provided in § 1.621(b); and
(3) filing preliminary motions authorized by § 1.633,
oppositions to the motions, and replies to the opposi-
tions.

(e) Notice may be given in the Official Gazette that
an interference has been declared involving a patent.
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1.612
‘ (a) After an interference is declared each party ~

. 'PATENT RULES: -«

[49 FR 48416, Dec. 12, 1984, 50 FR 23123 May 31,.1985, added :

effective Feb, 11, 1985]
Access to appllcatmns.

shall have access to and ‘may obtain copies of the files

of any application set out in the notice declaring the

interference, except for affidavits filed under § 1.131
and any evidence and explanation under § 1.608 filed
separate from an amendment.

(b) After preliminary motions under § 1. 633 are de-
cided (§ 1.640(b)), each party shall have access to and
may obtain copies of any affidavit fil>d under § 1.131
and any evidence and explanation filed under § 1.608
in any application set out in the notice declaring the
interference.

() Any evidence and explanation filed wunder
§ 1.608 in the file of any application identified in the
notice declaring the interference shall be served when
required by § 1.617(b).

(d) The parties at any time may agree to exchange
copies of papers in the files of any application identi-
fied in the notice declaring the interference.

[49 FR 48616, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.613 Lead attorney, same attorney represent-
ing different parties in an interference, with-
drawal of attorney or agent.

(a) Each party may be required to designate one at-
torney or agent of record as the lead attorney or
agent.

(b) The same attorney or agent or members of the
same firm of attorneys or agents may not represent
two or more parties in an interference except as may
be permitted under this Chapter.

(c) An examiner-in-chief may make necessary in-
quiry to determine whether an attorney or agent
should be disqualified from representing a party in an
interference. If an examiner-in-chief is of the opinion
that an attorney or agent should be disqualified, the
examiner-in-chief shall refer the matter to the Com-
missioner. The Commissioner will make a final deci-
sion as to whether any attorney or agent should be
disqualified.

(d) No attorney or agent of record in an interfer-
ence may withdraw as attorney or agent of record
except with the appmval of an examiner-in-chief and
after reasonable notice to the party on whose behalf
the attorney or agent has appeared. A request to
withdraw as attorney or agent of record in an inter-
ference shall be made by motion (§ 1.635).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

1.614 Jurisdiction over interference.

(a) The Board shall assume jurisdiction over an in-
terference when the interference is declared under

1.611.
s (b) When the interference is declared the interfer-
ence is a contested case within the meaning of 35
U.S.C. 24.

(c) The examiner shall have Junsdlctlon over any
pending application until the interference is declared.
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An examiner-in-chief,. where  appropriate, may for a
limited purpose-restore jurisdiction: to the examiner
over any application: involved in the interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.615  Suspension of ex parte prosecution.

(a) When an interference is declared, ex parte pros-
ecution of an application involved in the interference
is suspended. Amendments and other papers related to
the application received during pendency of the inter-
ference will not be entered or considered in the inter-
ference without the consent of an examiner-in-chief.

(b) £x parte prosecution as to specified matters may
be continued concurrently with the interference with
the consent of the examiner-in-chief.

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985}

1.616 Sanctions for failure to comply with
rules or order.

An examiner-in-chief or the Board may impose an
appropriate sanction against a party who fails to
comply with the regulations of this part or any order
entered by an examiner-in-chief or the Board. An ap-
propriate sanction may include among others entry of
an order:

(a) Holding certain facts to have been established in
the interference;

(b) Precluding a party from filing a motion or a
preliminary statement;

(c) Precluding a party from presenting or contest-
ing a particular issue;

(d) Precluding a party from requesting, obtaining,
or opposing discovery; or

(e) Granting judgment in the interference.

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.617 Summary judgment against applicant.

(a) An examiner-in-chief shall review any evidence
filed by an applicant under § 1.608(b) to determine if
the applicant is prima facie entitled to a judgment rel-
ative to the patentee. If the examiner-in-chief deter-
mines that the evidence shows the applicant is prima
Jacie entitled to a judgment relative to the patentee,
the interference shall proceed in the normal manner
under the regulations of this part. if in the opinion of
the examiner-in-chief the evidence fails to show that
the applicant is prima facie entitled to a judgment rel-
ative to the patentee, the examiner-in-chief shall, con-
currently with the notice declaring the interference,
enter an order stating the reasons for the opinion and
directing the applicant, within a cime set in the order,
to show cause why summary judgment should not be
entered against the applicant.

(b) The applicant may file a response to the order
and state any reasons why summary judgment should
not be entered. Any request by the applicant for a
hearing before the Board shall be made in the re-
sponse. Additional evidence shall not be presented by
the applicant or considered by the Board unless the
applicant shows good cause why any additional evi-
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dence’ was ‘not initially presented with the evidence
filed under §1.608(b). At the time an applicant files a'

response, the applicant shall serve on each opponent a

copy of any evidence filed under § 1.608(b) and this

paragraph.

() If a response is not timely filed by ‘the applicant,

the Board shall enter a final decision granting summa-
ry judgment against the applicant. . o

{d) If a response is timely filed by the applicant, all
opponents may file a statement within a time set by
the examiner-in-chief. The statement may set forth
views as to why summary judgment should be grant-
ed against the applicant, but the statement shall be
limited to discussing why all the evidence presented
by the applicant does not overcome the reasons given
by the examiner-in-chief for issuing the order to show
cause. Evidence shall not be filed by any opponent.
An opponent may not request a hearing. o

(e) Within a time authorized by the examiner-in-
chief, an applicant may file a reply to any statement
filed by any opponent. ) ) )

(f) When more than two parties are involved in an
interference, all parties may participate in summary
iudement proceedings under this section.

Ju?g} ifa ?esponse bgy the applicant is timely filed, the
examiner-in-chief or the Board shall decide whether
the evidence submitted under § 1.608(b) and any addi-
tional evidence properly submitted under pa'ragrgph
(b) of this section shows that the applicant is prima
facie entitled to a judgment relative to the patentee. If
the applicant is not prima facie entitled to a judgment
relative to the patentee, the Board shall enter 2 final
decision granting summary judgment against the ap-
plicant. Otherwise, an interlocutory order shall be en-
tered authorizing the interference to proceed in the
normal manner under the regulations of this subpart.

(h) Only an applicant who filed evidenqe under
§ 1.608(by may request a hearing. If that applicant re-
quests a hearing, the Board may hold a hearmg prior
to entry of a decision under paragraph (g) of this sec-
tion. The examiner-in-chief shall set a date and time
for the hearing. Unless otherwise ordered by the ex-
aminer-in-chief or the Board, the applicant and any
opponent will each be entitled to no more than 30
minutes of oral argument at the hearing.

(49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.618 Return of unauthorized papers.

(2) The Patent and Trademark Office shall return to
a party any paper presented by'the party w'lhen tl!e
filing of the paper is not authorized by, or is not in
compliance with the requirements of, this subpart.
Any paper returned will not thereafter be considered
by the Patent and Trademark Office in the interfer-
ence. A party may be permitted to file a corrected
paper under such conditions as may be deemed appro-
priate by an examiner-in-chief. '

(b) When presenting a paper in an interference, a
party shall not submit with the paper a copy of a

aper previously filed in the interference.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]
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1.621°  Preliminary  statement, time for fil'iljg,f_:

notice of filing.

(2) Within the time set for filing preliminary mo-'

tions under § 1.633, each party may file a preliminary

statement. The preliminary statement may be signed

by any individual having knowledge of the facts racit
ed therein or by an attorney or agent of record.

'(b) When a party files a preliminary statement, the
party shall also simultaneously file and serve on all
opponents in the interference a notice stating that a
preliminary statement has been filed. A copy of the
preliminary statement need not be served until or-
dered by an examiner-in-chief.

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985}

1.622 Preliminary statement, who made inven-
tion, where invention made.

(a) A party’s preliminary statement must identify
the inventor whe made the invention defined by each
count and must state on behalf of the inventor the
facts required by paragraph (a) of §§ 1.623, 1.624, and
1.625 as may be appropriate. When an inventor identi-
fied in the preliminary statement is not an inventor
named in the party’s application or patent, the party
shall file a motion under § 1.634 to correct inventor-
ship.

(b) The preliminary statement shall state whether
the invention was made in the United States or
abroad. If made abroad, the preliminary statement
shall state whether the party is entitled to the benefit
of the second sentence of 35 U.S.C. 104,

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.623 Preliminary statement; invention made
in United States.

(a) When the invention was made in the United
States or a party is entitled to the benefit of the
second sentence of 35 U.8.C. 104, the preliminary
statement must state the following facts as to the in-
vention defined by each count:

(1) The date on which the first drawing of the in-
vention was made.

(2) The date on which the first written description
of the invention was made.

(3) The date on which the invention was first dis-
closed by the inventor to another person.

(4) The date on which the invention was first con-
ceived by the inventor.

(5) The date on which the invention was first actu-
ally reduced to practice. If the invention was not ac-
tually reduced to practice by or on behalf of the in-
ventor prior to the party’s filing date, the preliminary
statement shall so state.

(6) The date after the inventor's conception of the
invention when active exercise of reasonable diligence
toward reducing the invention to practice began.

(b) If a party intends to prove derivation, the pre-
liminary statement must also comply with § 1.625.

(c) When a party alleges under paragraph (a)(1) of
this section that a drawing was made, a copy of the
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first drawing shall be filed with and identified in the

preliminary statement. When  a: party. alleges under

paragraph (a)(2) of this section that a written descrip-

itten description shall be filed with and identified in
the preliminary statement. See § 1.628(b) when a copy
of the first drawing or written description cannot be
filed with the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

1.624 Preliminary statement; invention made

abroad.

(@) When the invention was made abroad and a
party intends to rely on introduction of the invention
into the United States, the preliminary statement must
state the following facts as to the invention defined by
each count: ) ] )

(1) The date on which a drawing of the invention
was first introduced into the United States.

(2) The date on which a written description of the
invention was first introduced into the United States.

(3) The date on which the invention was first dis-
closed to another person in the United States.

() The date on which the inventor’s conception of
the invention was first introduced into the United
States.

(5) The date on which an actual reduction to prac-
tice of the invention was first introduced into the
United States. If an actual reduction to practice of the
invention was not introduced into the United States,
the preliminary statement shall so state. ] ’

(6) The date after introduction of the inventor’s

onception into the United States When active exer-
cise of reasonable diligence in the United States
toward reducing the invention to practice began.

(®) If a party intends to prove derivation, the pre-
liminary statement must also comply with § 1.625.

(c) When a party alleges under paragraph (a)(1) of
this section that 2 drawing was int;oduced into the
United States a copy of that drawing shall be filed
with and identified in the preliminary statement.
When a party alleges under paragraph'(a)(Z)_of this
section that a written description of the invention was
introduced into the United States a2 copy ot: that. writ-
ten description shall be filed with and identified in the
preliminary statement. See § 1.628(b) when a copy of
the first drawing or first written descripfion intro-
duced in the United States cannot be filed with the
preliminary statement.

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb, 11, 1985]
1.625 Preliminary statement; derivation by an
opponent. ' .
(a) When the invention was made in the United

States or abroad and a party intends to prove deriva-
tion by an opponent from the party, the pn'ehmmgry
statement must state the following as to the invention

defined by each count:
(1) The name of the opponent. ' _
(2) The date on which the first drawing of the in-
vention was made.

ion of the invention was made, 2 copy of the first
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(3) The date on which the first written description

of the invention was made. * '

(4) The date on which ‘the invention was first dis-
closed by the inventor to another person.

(5) The date on which the invention was first con-
ceived by the inventor. '

(6) The date on which the invention was first com-
municated to the opponent.

(b) If a party intends to prove priority, the prelimi-
nary statement must also comply with §1.623 or
§ 1.624.

(c) When a party alleges under paragraph (a)(2) of
this section that a drawing was made, a copy of the
first drawing shall be filed with and identified in the
preliminary statement. When a party alleges under
paragraph (a)(3) of this section that a written descrip-
tion of the invention was made, a copy of the first
written description shall be filed with and identified in
the preliminary statement. See § 1.628(b) when a first
drawing or first written description cannot be filed
with the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

1.626 Preliminary statement; earlier applica-
tion.

When a party does not intend to present evidence
to prove a conception or an actual reduction to prac-
tice and the party intends to rely solely on the filing
date of an earlier application filed in the United States
or abroad to prove a constructive reduction to prac-
tice, the preliminary statement may so state and iden-
tify the earlier application with particularity.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

1.627 Preliminary statement, sealing before
filing, opening of statement.

(a) The preliminary statement and copies of any
drawing or written description shall be filed in a
sealed envelope bearing only the name of the party
filing the statement and the style (e.g., Jones v. Smith)
and number of the interference. The sealed envelope
should contazin only the preliminary statement and
copies of any drawing or written description. If the
preliminary statement is filed through the mail, the
sealed envelope should be enclosed in an outer enve-
lope addressed to the Commission of Patents and
Trademarks in accordance with § 1.1(e).

(b) A preliminary statement may be opened only at
the direction of an examiner-in-chief.

49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

1.628 Preliminary statement, correction of
EFrar,

(a) A material error arising through inadvertence or
mistake in connection with (1) a preliminary statement
or (2) drawings or a written description submitted
therewith or omitted therefrom, may be corrected by
a motion (§ 1.635) for leave to file a corrected state-
ment. The motion shall be supported by an affidavit
and shall show that the correction is essential to the
ends of justice and shall be accompanied by the cor-
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rected statement The motlon shall be ﬁled as soon as .

practical after discovery of the error..

(b) When a party cannot attach a. copy of a draw-‘

ing or a written description to. the party’s preliminary
statement as required by §§ 1.623(c), 1.624(c), or
1. 625(c), the party (1) shall show good cause and ex-
plain in the prellmmary statement why a copy of the
drawing or written description cannot be attached to
the preliminary statement and (2) shall attach to the
preliminary statement the earliest drawing or written
description made in or introduced into the United
States which is available. The party shall file a motion
(§ 1.635) to amend its preliminary statement promptly
after the first drawing, first written description, or
drawing or written description first introduced into
the United States becomes available. A copy of the
drawing or written description may be obtained,
where appropriate, by a motion (§ 1.635) for addition-
al discovery under §1.687 or during a testimony
period.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

1.629 Effect of preliminary statement.

(a) A party shall be strictly held to any date alleged
in the preliminary statement. Doubts as to (1) definite-
ness or sufficiency of any allegation in a preliminary
statement or (2) compliance with formal requirements
will be resolved against the party filing the statement
by restricting the party to the earlier of its filing date
or effective filing date or to the latest date of a period
alleged in the preliminary statement as may be appro-
priate. A party may not correct a preliminary state-
ment except as provided by § 1.628.

(b) Evidence which shows that an act alleged in the
preliminary statement occurred prior to the date al-
leged in the statement shall establish only that the act
occurred as early as the date alleged in the statement.

(c) If a party does not file a preliminary statement,
the party:

(1) Shall be restricted to the earlier of the party’s
filing date or effective filing date and

(2) Will not be permitted to prove that:

(i) The party made the imvention prior to the
party’s filing date or

(ii) Any opponent derived the invention from the

arty.
P (d)), If a party files a preliminary statement which
contains an allegation of a date of first drawing or
first written description and the party does not file a
copy of the first drawing or written description with
the preliminary statement as required by § 1.623(c),
§ 1.624(c), or § 1.625(c), the party will be restricted to
the earlier of the party’s filing date or effective filing
date as to that allegation unless the party complies
with § 1.628(b). The content of any drawing or writ-
ten description submitted with a preliminary statement
will not normally be evaluated or considered by the
Board.

(e) A preliminary statement shall not be used as evi-
dence on behalf of the party filing the statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]
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1. 630 Relianee on earlier application.

A party ‘shall’ not be entitled to tely on the filing
date of an earlier application filed in the United States
or abroad unless (a) the earlier apphcatxon is identified
(§ 1:611(c)(5)) in the notice ‘declaring the mterferencc
or (b) the party files a preliminary motion urder
§ 1.633 seeking the beneﬁt of the filing date of the
earlier application.

(49 FR 48416, Dec. 12, 1984, sdded effective Feb. 11, 1985]

1.631 Access to preliminary statement, service
of preliminary statement,

(@) Unless otherwise ordered by an examiner-in-
chief, concurrently with entry of a decision by the ex-
aminer-in-chief on preliminary motions filed under
§ 1.633, any preliminary statement filed under
§ 1.621(a) shall be opened to inspection by the senior
party and any junior party who filed a preliminary
statement. Within a time set by the examiner-in-chief,
a party shall serve a copy of its preliminary statement
on each opponent who .served a notice under
§ 1.621(b).

(b) A junior party who does not file a preliminary
statement shall not have access to the preliminary
statement of any other party.

(c) If an interference is terminated before the pre-
liminary statements have been opened, the preliminary
statements will remain sealed and will be returned to
the respective parties who submitted the statements.
[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.632 Notice of intent to argue abandonment,
suppression or concealment by opponent.

A notice shall be filed by a party who intends to
argue that an opponent has abandoned, suppressed or
concealed an actual reduction to practice (35 U.S.C.
102(g)). A party will not be permitted to argue aban-
donment, suppression, or concealment by an opponent
unless the notice is timely filed. Unless authorized
otherwise by an examiner-in-chief, a notice is timely
when filed within ten (10) days of the close of the tes-
timony-in-chief of the opponent.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.633 Preliminary motions.

A party may file the following preliminary motions:

(a) A motion for judgment on the ground that an
opponent’s claim corresponding to a count is not pat-
entable to the opponent. In determining a2 motion filed
under this paragraph, a claim may be construed by
reference to the prior art of record. A motion under
this paragraph shall not be based on: (1) priority of in-
vention of the subject matter of a count by the
moving party as against any opponent or (2) deriva-
tion of the subject matter of a count by an opponent
from the moving party. See § 1.637(a).

(b) A motion for judgment on the ground that there
is no interference-in-fact. A motion under this para-
graph is proper only if: (1) The interference involves
a design application or patent or a plant application or
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patent or (2) no claim of a party wlnch corresponds
‘to a count: is identical ‘to ‘any claim of ‘an- opponent
-which corresponds to that count. See § 1.637(a).

(¢) A motion to redefine the mterfenng subject
matter by (1) adding or substituting a count, (2)
amending an apphcatlon claim' correSpondmg to a
count or adding a claim in the moving party’s applica-
tion to be designated to correspond to a count, (3)
designating an application or patent claim to corre-
spond to a count, (4) designating an application or
patent claim as not corresponding to a count, or (5)
requiring an opponent who is an applicant to add a
claim and to designate the claim to correspond to a
count. See § 1.637 (a) and (c).

(@) A motion to substitute a different application
owned by a party for an application involved in the
interference. See § 1.637 (a) and (d).

(e) A motion to declare an additional interference
(1) between an additional application not involved in
the interference and owned by a party and an oppo-
nent’s application or patent involved in the interfer-
ence or (2) when an interference involves three or
more parties, between less than all applications and
any patent involved in the interference. See § 1.637
(a) and (e).

(f) A motion to be accorded the benefit of the filing
date of an earlier application filed in the United States
or abroad. See § 1.637 (a) and ().

(g) A motion to attack the benefit accorded an op-
ponent in the notice declaring the interference of the
filing date of an earlier application filed in the United
States or abroad. See § 1.637 (a) and (g).

(h) When 2 patent is involved in an interference
and the patentee has on file or files an application for
reissue under § 1.171, a motion to add the application
for reissue to the interference. See § 1.637 (a) and (h).

(i) When a motion is filed under paragraph (a), (b),
or (g) of this section, an opponent, in addition to op-
posing the motion, may fiie a motion to redefine the
interfering subject matter under paragraph (c) of this
section or a motion to substitute a different applica-
tion under paragraph (d) of this section.

(j) When a2 motion is filed under paragraph (c)(1) of
this section an opponent, in addition to opposing the
motion, may file 2 motion for benefit under paragraph
(® of this section as to the count to be added or sub-
stituted.

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.634 Motion to correct inventorship.

A party may file a motion to (2) amend its applica-
tion involved in an interference to correct inventor-
ship as provided by § 1.48 or (b) correct inventorship
of its patent involved in an interference as provided in
§ 1.324. See § 1.637(a).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.635 Miscellaneous motions.

A party seeking entry of an order relating to any
matter other than a matter which may be raised under
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§ I. 633 or l 634 may file a motion requestmg entry of

the order See § 1. 637 (a) and (b) ,
[49 FR 48416 Dec. 12, 1984, added effective Feb. 11 1985]

;l 636 Motions, time for filing.

(a) A ptchmmary motion under §1. 633 (a) through
(h) shall be filed within a time perlod set by an exam-
iner-in-chief.

() A prehmmary motion under §1633 () or (§)
shall be filed within 20 days of the service of the pre-
fiminary motion under § 1.633 (a), (b), (c)(1), or (g)
unless otherwise ordered by an examiner-in-chief.

(c) A motion under § 1.634 shall be diligently filed
after an error is discovered in the inventorship of an
application or patent involved in an interference
unless otherwise ordered by an examiner-in-chief.

(d) A motion under § 1.635 shall be filed as speci-
fied in this subpart or when appropriate unless other-
wise ordered by an examiner-in-chief.

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985)

1.637 Content of motions.

(a) Every motion shall include (1) a statement of
the precise relief requested, (2) a statement of the ma-
terial facts in support of the motion, and (3) a full
statement of the reasons why the relief requested
should be granted.

(b) A motion under § 1.635 shall contain a certifi-
cate by the moving party stating that the moving
party has conferred with all opposing parties in an
effort in good faith to resolve by agreement the issues
raised by the motion. A moving party shall indicate in
the motion whether any other party plans to oppose
the motion. The provisions of this paragraph do not
apply to a motion to suppress evidence (§ 1.656(h)).

(c) A preliminary motion under § 1.633(c) shall ex-
plain why the interfering subject matter should be re-
defined.

(1) A preliminary motion seeking to add or substi-
tute a count shall:

(i) Propose each count to be added or substituted.

(ii) When the moving party is an applicant, show
the patentability to the applicant of all claims in, or
proposed to be added to, the party’s application
which correspond to each proposed count and apply
the terms of the claims to the disclosure of the party’s
application; when necessary a moving party applicant
shall file with the motion an amendment adding any
proposed claim to the application.

(iii) Identify all claims in an opponent’s application
which should be designated to correspond to each
proposed count; if an opponent’s application does not
contain such a claim, the moving party shall propose
a claim to be added to the opponent’s application.
The moving party shall show the patentability of any
proposed claims to the opponent and apply the terms
of the claims to the disclosure of the opponent’s appli-
cation.
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(1v) Dwgnate the claims of any patent mvolved in
the interference which define the same patentable m-
vention as each proposed count.

(v) Show that each proposed count defines a sepa-
rate patentable invention from every other count in
the interference. -

(vi) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of any earlier
application filed in the United States or abroad.

(2) A preliminary motion seeking to amend an ap-
plication claim corresponding to a count or adding a
claim to be designated to correspond to a count shall:

(i) Propose an amended or added claim.

(ii) Show that the proposed or added claim defines
the same patentable invention as the count.

(iii) Show the patentability to the applicant of each
amended or added claim and apply the terms of the
amended or added claim to the disclosure of the ap-
plication; when necessary a moving party applicant
shall file with the motion an amendment making the
amended or added claim to the application.

(iv) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of any earlier
application filed in the United States or abroad.

(3) A preliminary motion seeking to designate an
application or patent claim to correspond to a count
shall:

(i) Identify the claim and the count.

(ii) Show the claim defines the same patentable in-
vention as the count.

(iii) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of any earlier
spplication filed in the United States or abroad.

(4) A preliminary motion seeking to designate an
spplication or patent claim as not corresponding to a
count shall:

(i) Identify the claim and the count.

(ii) Show the claim does not define the same patent-
able invention as any other claim designated in the
notice declaring the interference as corresponding to
the count.

(5) A preliminary motion seeking to require an op-
ponent who is an applicant to add a claim and desig-
nate the claim as corresponding to a count shall:

(i) Propose a claim to be added by the opponent.

(ii) Show the patentability to the opponent of the
claim and apply the terms of the claim to the disclo-
sure of the opponent’s application.

(iii) Identify the count to which the claim shall be
designated to correspond.

(iv) Show the claim defines the same patentable in-
vention as the count to which it will be designated to
correspond.

(d) A preliminary motion under § 1.633(d) to substi-
tute a different application shall:

(1) Identify the different application.

(2) Certify that a complete copy of the file of the
different application, except for documents filed under
§ 1.131 or §1.608, has been served on all opponents.

(3) Show the patentability to the applicant of all
claims in, or proposed to be added to, the different
application which correspond to each count and

Rev. 1, Oct. 1965

MANUAL OF PATENT EXAMINING PROCEDURE

”‘vapply the terms of the clalms to the dlsclosure of the
different: apphcauon,» when . necessary the - applicant

_claim to the different application, -

shall file with. the motion an amendment adding a‘
(4) Be accompanied by a motion under § 1. 633(0

'requestmg the benefit of the filing date of an earlier

application filed in the United States or abroad.

(e) A preliminary motion to declare an additional
interference under § 1.633(e) shall explain why an ad-
ditional interference is necessary.

(1) When the preliminary motion seeks an addition-
al interference under § 1.633(e)(1), the motion shall:

(i) Identify the additional application.

(ii) Certify that a complete copy of the file of the
additional application, except for documents filed
under § 1.131 or § 1.608, has been served on all oppo-
nents.

(iii) Propose a count for the additional interference.

(iv) Show the patentability to the applicant of all
claims in, or proposed to be added to, the additional
application which correspond to each proposed count
for the additional interference and apply the terms of
the claims to the disclosure of the additional applica-
tion; when necessary the applicant shall file with the
motion an amendment adding any claim to the addi-
tional application.

(v) When the opponent is an applicant, show the
patentability to the opponent of any claims in, or pro-
posed to be added to, the opponent’s application
which correspond to the proposed count and apply
the terms of the claims to the disclosure of the oppo
nent’s application.

(vi) When the opponent is a patentee, designate the
claims of the patent which define the same patentable
invention defined by the proposed count.

(vii) Show that each proposed count for the addi-
tional interference defines a separate patentable inven-
tion from all counts of the interference in which the
motion is filed.

(viii) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of an earlier
application filed in the United States or abroad.

(2) When the preliminary motion seeks an addition-
al interference under § 1.633(e)(2), the motion shall:

(i) Identify any application or patent to be involved
in the additional interference.

(ii) Propose a count for the additional interference.

(iii) When the moving party is an applicant, show
the patentability to the applicant of all claims in, or
proposed to be added to, the party’s application
which correspond to each proposed count and apply
the terms of the claims to the disclosure of the party’s
application; when necessary a moving party applicant
shall file with the motion an amendment adding any
proposed claim to the application.

(iv) Identify all claims in any opponent’s application
which should be designated to correspond to each
proposed count; if an opponent’s application does not
contain such a claim, the moving party shall propo:
a claim to be added to the opponent’s applicatio
The moving party shall show the patentability of any
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..proposed claim to the .opponent-and-apply thé terms
of the claim to the disclosure of the opponent’s appli-
cation.

(v) Designate the claims of any patent involved in
- the interference which define the same patentable m-
vention as each proposed count. .

(vi) ‘Show that each. proposed count for the addl-
tional interference defines a separate patentable inven-
tion from all counts in the interference in which the
motion js filed.

(vii) Be accompanied by a motion under § 1. 633(0
requesting the benefit of the filing date of an earlier
application filed in the United States or abroad.

() A preliminary motion for benefit under § 1.633(f)
shall:

(1) Identify the earlier application.

(2) When the earlier application is an application
filed in the United States, certify that a complete
copy of the file of the earlier application, except for
documenis filed under § 1.131 or § 1.608, has been
served on all opponerits. When the earlier application
is an application filed abroad, certify that a copy of
the application filed abroad has been served on all op-
ponents, If the earlier application filed abroad is not
in English, the requirements of § 1.647 must also be
met.

(3) Show that the earlier application constitutes a
constructive reduction to practice of each count.

(&) A preliminary motion to attack benefit under
§ 1.633(g) shall explain, as to each count, why an op-
ponent should not be accorded the benefit of the
filing date of the earlier application.

(h) A preliminary motion to add an application for
reissue under § 1.633(h) shall:

(1) Identify the application for reissue.

(2) Certify that a complete copy of the file of the
application for reissue as been served on all oppo-
nents.

(3) Show the patentability of all claims in, or pro-
posed to be added to, the application for reissue
which correspond to each count and apply the terms
of the claims to the disclosure of the application for
reissue; when necessary a moving applicant for reissue
shall file with the motion azn amendment adding any
proposed claim to the application for reissue.

(4) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of an earlier
application filed in the United States or abroad.

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.638 Opposition and reply, time for filing op-
position and reply.

(a) Unless otherwise ordered by an examiner-in-
chief, any opposition to any motion shall be filed
within 20 days after service of the motion. An opposi-
tion shall (1) identify any material fact set forth in the
motion which is in dispute and (2) include an argu-
ment why the relief requested in the motion should be
denied.

(b) Unless otherwise ordered by an examiner-in-
chief, a reply shall be filed within 15 days after serv-
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:ice of .the: opposltlon A reply shall: be du-ected only
10 new: pomts ralsed in'the opposntlon

[49FR48416 Dec. 12, 1984 added ‘effective Feb. 11, 1985]

- Evidence m support of motlon, opposn-
tlon, or reply. .’

(a) Proof of any material fact alleged in a motion,
opposition, or reply must be filed and served with the
motion, oppposition, or reply unless the proof relied
upon is part of the interference file or the file of any
patent or application involved in the interference or
any. earlier application filed in the United States of
which a party has been accorded or seeks to be ac-
corded benefit.

(b) Proof may be in the form of patents, printed
publications, and affidavits.

(c) When a party believes that testimony is neces-
sary to support or oppose a preliminary motion under
§ 1.633 or a motion to correct inventorship under
§ 1.634, the party shall describe the nature of the testi-
mony needed. If the examiner-in-chief finds that testi-
mony is needed to decide the motion, the examiner-in-
chief may grant appropriate interlocutory relief and
enter an order authorizing the taking of testimony and
deferring a decision on the motion to final hearing.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.640 Motions, hearing and decision, redecla-
ration of interference, order to show cause,

(2) A hearing on a motion may be held in the dis-
cretion of the examiner-in-chief. The examiner-in-chief
shall set the date and time for any hearing. The length
of oral argument at a hearing on a motion is a matter
within the discretion of the examiner-in-chief. An ex-
aminer-in-chief may direct that a hearing take place
by telephone.

(b) Motions will be decided by an examiner-in-
chief. An examiner-in-chief may consult with an ex-
aminer in deciding motions involving a question of
patentability. An examiner-in-chief may grant or deny
any motion or take such other action which will
secure the just, speedy, and inexpensive determination
of the interference.

(1) When preliminary motions under § 1.633 are de-
cided, the examiner-in-chief will, when necessary, set
a time for filing any amendment to an application in-
volved in the interference and for filing a supplemen-
tal preliminary statement as to any new counts in-
volved in the interference. Failure or refusal of a
party to timely present an amendment required by an
examiner-in-chief shall be taken without further action
as a disclaimer by that party of the invention in-
volved. A supplemental preliminary statement shall
meet the requirements specified in § 1.623, § 1.624,
§ 1.625, or § 1.626, but need not be filed if a party
states that it intends to rely on a preliminary state-
ment previously filed under § 1.621(a). After the time
expires for filing any amendment and supplemental
preliminary statement, the examiner-in-chief will, if
necessary, redeclare the interference.
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- (2) After a decision is entered on preliminary mo-
tions filed under §1.633, a. further - motion under
§ 1.633 will not be consndered except as provided by
§ 1.655(b).

(c) When a decision. on any motion- under § 1.‘633,
§ 1.634, or § 1.635 is entered which does not result in
the issuance of an order to show cause under para-
graph (d) of this section, a party may file a request for
reconsideration within 14 days after the date of the
decision. The filing of a request for reconsideration
will not stay any time period set by the decision. The
request for reconsideration shall specify with particu-
larity the points believed to have been misapprehend-
ed or overlooked in rendering the decision. No oppo-
sition to a request for recomsideration shall be filed
unless requested by an examiner-in-chief or the Board.
A decision of a single examiner-in-chief will not ordi-
narily be modified unless an opposition has been re-
quested by an examiner-in-chief or the Board. The re-
quest for reconsideration shall be acted on by a panel
of the Board consisting of at least three examiners-in-
chief, one of whom will normally be the examiner-in-
chief who decided the motion.

(d) An examiner-in-chief may issue an order to
show cause why judgment should not be entered
against a party when:

(1) A decision on a motion is entered which is dis-
positive of the interference against the party as to any
count;

(2) The party ‘is a junior party who fails to file a
preliminary statement; or

(3) The party is a junior party whose preliminary
statement fails to overcome the earlier of the filing
date or effective filing date of another party.

(e) When an order to show cause is issued under
paragraph (d) of this section, the Board shall enter a
judgment in accordance with the order unless, within
20 days after the date of the order, the party against
whom the order issued files a paper which shows
good cause why judgment should not be entered in
accordance with the order. Any other party may file
a response to the paper within 20 days of the date of
service of the paper. If the party against whom the
order was issued fails to show good cause, the Board
shall enter judgment against the party. If a party
wishes to take testimony in response to an order to
show cause, the party’s response should be accompa-
nied by a motion (§ 1.635) requesting the testimony
period. See § 1.651(c)(4).

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.641 Unpatentability discovered by examiner-
in-chief.

During the pendency of an interference, if the ex-
aminer-in-chief becomes aware of a reason why a
claim corresponding to a count may not be patent-
able, the examiner-in-chief may notify the parties of
the reason and set a time within which each party
may present its views. After considering any timely
filed views, the examiner-in-chief shall decide how the

interference shall proceed.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]
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-Addition of apphcatnon or patent to in-
terference. o

During the pendency of an interference, if the ex‘
aminer-in-chief becomes aware of an application or a
patent not involved in: the interference which: claims
the same patentable invention as a count in the inter-
ference, the examiner-in-chief may add the application
or patent to the interference on such terms as may be
fair to all parties.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.643

(2) An assignee of record in the Patent and Trade-
mark Office of the entire interest in an application or
patent involved in an interference is entitled to con-
duct prosecution of the interference to the exclusion
of the inventor.

{b) An assignee of a purt interest in an application
or patent involved in an interference may file a
motion (§ 1.635) for entry of an order authorizing it to
prosecute the interference. The motion shall show (1)
the inability or refusal of the inventor to prosecute
the interference or (2) other cause why the ends of
justice require that the assignee of a part interest be
permitted to prosecute the interfererce. The examin-
er-in-chief may allow the assignee of a part interest to
prosecute the interference upon such terms as may be

appropriate.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985] .
1.644

(a) There is no appeal to the Commissioner in an
interference from a decision of an examiner-in-chief or
a panel consisting of more than one examiner-in-chief.
The Commissioner will not consider a petition in an
interference unless:

(1) The petition is from a decision of an examiner-
in-chief or a panel and the examiner-in-chief or the
panel shall be of the opinion (i) that the decision in-
volves a controlling question of procedure or an inter-
pretation of a rule as to which there is a substantial
ground for a difference of opinion and (ii) that an im-
mediate decision on petition by the Commissioner
may materially advance the ultimate termination of
the interference;

(2) The petition seeks to invoke the supervisory au-
thority of the Commissioner and is not filed prior to
the decision of the Board awarding judgment and
does not relate to (i) the merits of priority of inven-
tion or patentability or (ii) the admissibility of evi-
dence under the Federal Rules of Evidence; or

(3) The petition seeks relief under § 1.183.

(b) A petition under paragraph (a)(1) of this section
filed more than 15 days after the date of the decision
of the examiner-in-chief or the panel may be dismissed
as untimely. A petition under paragraph (2)(2) of thi
section shall not be filed prior to decision by th
Board awarding judgment. Any petition under para-
graph (a}(3) of this section shall be timely if it is made

Prosecution of interference by assignee.

Petitions in interferences.
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-8 part of, or simultaneously. with, a proper motion

under § 1.633,1.634, or 1.635. Any opposition to a pe-
tmon shall be filed within 15 days of the date of serv-
ice of the petition.

(c) The filing of a petmon shall not stay the pro-
ceeding unless a stay is granted in the discretion of
the examiner-in-chief, the panel, or the Commissioner.

(d) Any petition must contain a statement of the
facts involved and the point or points to be reviewed
and the action requested. Briefs or memoranda, if any,
in support of the petition or opposition shall accompa-
ny or be embodied therein. The petition will be decid-
ed on the basis of the record made before the examin-
er-in-chief or the panel and no new evidence will be
considered by the Commissioner in deciding the peti-
tion. Copies of documents already of record in the in-
terference shall not be submitted with the petition or
opposition.

(e) Any petition under paragraph (a) of this section
shall be accompanied by the petition fee set forth in
§ 1.17(h).

() Any request for reconsideration of a decision by
the Commissioner shall be filed within 1§ days of the
decision of the Commissioner and must be accompa-
nied by the fee set forth in § 1.17(h). No opposition to
a request for reconsideration shall be filed unless re-
quested by the Commissioner. The decision will not
ordinarily be modified unless such an opposition has
been requested by the Commissioner.

(g2) Where reasonably possible, service of any peti-
tion, opposition, or request for reconsideration shall
be such that delivery is accomplished within one
working day. Service by hand or “Express Mail”
complies with this paragraph.

(h) An oral hearing on the petition will not be
granted except when considered necessary by the
Commissioner.

(i) The Commissioner may delegate to appropriate
Patent and Trademark Office employezs the determi-
nation of petitions under this section.

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 3i. 1985, added
effective Feb. 11, 1985}

1.645 Extension of time, late papers, stay of
proceedings.

(a) A party may file 2 motion (§ 1.635) seeking an
extension of time to take action in an interference, to
file a notice of appeal (§§ 1.302, or 1.304), or to com-
mence a civil action (§§ 1.303, or 1.304). The motion
shall be filed within sufficient time to actually reach
the examiner-ini-chief before expiration of the time for
taking action, filing the notice, or commencing the
civil action. A moving party should not assume that
the motion will be granted even if there is no objec-
tion by any other party. The motion wifl be denied
unless the moving party shows good cause why an
extension should be granted. The press of other busi-
ness arising after an examiner-in-chief sets a time for
taking actiont will not normally constitute good cause.
A motion seeking additional time to take testimony
because a party has not been able to procure the testi-
mony of a witness shall set forth the name of the wit-
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. ness; ‘any ‘steps ‘taken: to: procure the testlmony of the
- witness, the dates on which- the steps were taken, and

the facts’ expected to be proved through' the witness.
(b) Any paper belatedly filed will not be considered

‘except upon motion (§ 1.635) which shows sufficient

cause why the paper was not timely filed. -

(c) The provisions of § 1.136 do not apply to time
periods in interferences.

(d) In an appropriate circumstance, an examiner-in-
chief may stay proceedings in an interference.

[4% FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985}

1.646 Service of papers, proof of service.

(2) A copy of every paper filed in the Patent and
Trademark Office in an interference or an application
or patent involved in the interference shall be served
upon all other parties except:

(1) Preliminary statements when filed under § 1.621;
preliminary statements shall be served when service is
ordered by an examiner-in-chief,

(2} Certified transcripts and exhibits which accom-
pany the transcripts filed under §§ 1.676 or 1.684;
copies of transcripts shall be served as part of a
party's record under § 1.653(c).

(b) Service shall be on an attorney or agent for a
party. If there is no attorney or agent for the party,
service shall be on the party. An examiner-in-chief
may order additional service or waive service where
appropriate.

(c) Unless otherwise ordered by an examiner-in-
chief, or except as otherwise provided by this subpart,
service of a paper shall be made as follows:

(1) By handing a copy of the paper to the person
served.

(2) By leaving a copy of the paper with someone
employed by the person at the person’s usual place of
business.

(3) When the person served has no usual place of
business, by leaving a copy of the paper at the per-
son’s residence with someone of suitable age and dis-
cretion then residing therein.

(4) By mailing a copy of the paper by first class
mail; when service is by mail the date of mailing is
regarded as the date of service.

(5) When it is shown to the satisfaction of an exam-
iner-in-chief that none of the above methods of ob-
taining or serving the copy of the paper was success-
ful, the examiner-in-chief may order service by publi-
cation of an appropriate notice in the Official Gazette.

(d) An examiner-in-chief may order that a paper be
served by hand or “Express Mail”.

(e) Proof of service must be made before a paper
will be considered in an interference. Proof of service
may appear on or be affixed to the paper. Proof of
service shall include the date and manner of service.
In the case of personal service under paragraphs
(cX1) through (c)(3) of this section, proof of service
shall include the names of any person served and the
person who made the service. Proof of service may
be made by an acknowledgment of service by or on
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_behalf of the person served or a statement: sngned by
_ the party or the party’s attorney. or agent containing
-the information required by this section. A statement
of an attorney or. agent attached to, or appearing in,
-the paper stating the date and manner of service will
be accepted as prima facie proof of service..

[49 FR 48416, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.647 Translation of document in forelgn lan-
guage.

When a party relies on a document in a language
other than English, a translation of the document into
English and an affidavit attesting to the accuracy of
the translation shall be filed with the document.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.651 Setting times for discovery and taking
testimony, parties entitled to take testimony.

(a) At an appropriate stage in an interference, an
examiner-in-chief shall set (1) a time for filing motions
(§ 1.635) for additional discovery under § 1.687(c) and
(2) testimony periods for taking any necessary testi-
mony.

(b) Where appropriate, testimony periods will be set
to permit a party to:

(1) Present its case-in-chief and/or case-in-rebuttal
and/or

(2) Cross-examine an opponent’s case-in-chief and/
or a case-in-rebuttal.

(c¢) A party is not entitled to take testimony to
present a case-in-chief unless:

(1) The examiner-in-chief orders the taking of testi-
mony under § 1.639(c);

(2) The party alleges in its preliminary statement a
date of invention prior to the ealier of the filing date
or effective filing date of the senior party;

(3) A testimony period has been set to permit an
opponent to prove a date of invention prior to the
earlier of the filing date or effective filing date of the
party and the party has filed a preliminary statement
alleging a date of invention prior to that date; or

(4) A motion (§ 1.635) is filed showing good cause
why a testimony period should be set.

(d) Testimony shall be taken during the testimony
periods set under paragraph (a) of this section.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

1.652 Judgment for failure to take testimony
or file record.

If a junior party fails to timely take testimony au-
thorized under §1.651, or file a record under
& 1.653(c), an examiner-in-chief, with or without a
motion (§ 1.635) by another party, may issue an order
to show cause why judgment should not be entered
against the jusior party. When an order is issued
under this section, the Board shall enter judgment in
accordance with the order unless, within 15 days after
the date of the order, the junmior party files a paper
which shows good cause why judgment should not be
entered in accordance with the order. Any other
party may file a response to the paper within 15 days
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.the Board shall enter judgment against the party.

- of the date of service of the paper. If the party-against

whom ‘the order was issued fails to show good cause,

(a) Testlmony shall consist of affidavits under
§ 1.672 (b) and (e), transcripts of depositions under
§§ 1.672 (b) and (c), agreed statements of fact under
§ 1.672(f), and transcripts of interrogatories, cross-in-
terrogatories, and recorded answers under § 1.684(c).

(b) An affidavit shall be filed as set forth in § 1.672
(b) or (e). A certified transcript of a deposition includ-
ing a deposition cross-examining an affiant, shall be
filed as set forth in § 1.676. An original agreed state-
ment shall be filed as set forth in § 1.672(f). A tran-
script of interrogatories, cross-interrogatories, and re-
corded answers shall be filed as set forth under
§ 1.684(c).

(c) In addition to the items specified in paragraph
(b) of this section and within a time set by an examin-
er-in-chief each party shall file three copies and serve
one copy of a record consisting of:

(1) An index of the names of each witness giving
the pages of the record where the direct testimony
and cross-examination of each witness begins.

(2} An index of exhibits briefly describing the
nature of each exhibit and giving the page of the
record where each exhibit is first identified and of-
fered into evidence.

(3) The count or counts.

(4) Each (i) affidavit, (ii) transcript, including tran
scripts of cross-examination of any affiant, (iii) agreed
statement relied upon by the party, and (iv) transcript
of interrogatories, cross-interrogatories, and recorded
answers filed under paragraph (b) of this section.

(5) Each notice, official record, and publication
relied upon by the party and filed under § 1.682(a).

(6) Any evidence from another interference, pro-
ceeding, or action relied upon by the party under
§ 1.683.

(7) Each request for an admission and the admission
and each written interrogatory and the answer upon
which a party intends to rely under § 1.688.

(d) The pages of the record shall be consecutively
numbered.

(e) The name of each witness shall appear at the
top of each page of each affidavit or transcript.

(f) The record may be typewritten or printed.

(g) When the record is printed, it may be produced
by standard typographical printing or by any process
capable of producing a clear black permanent image.
All printed matter except on covers must appear in at
least 11 point type on opaque, unglazed paper. Mar-
gins must be justified. Footnotes may not be printed
in type smaller than 9 point. The pages size shall be
8%z by 11 inches (21.8 by 27.9 cm.) with type matter
62 by 9% inches (16.5 by 24.1 cm.). The record shall
be bound to lie flat when open.

(h) When the record is typewritten, it must
clearly legible on opaque, unglazed, durable paper ap-

[49 FR 48416, Dec 12 1984 added effeulve Feb. 11, 1985]

- 1.653 . Recurd and exhibits.
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prommately 8% by 11 inches (21.8.by 27.9 cm.) in
~size (letter size). Typmg shall be double-spaced on
 one side of the paper in not smaller than pica-type
with a margin of 1% (3.8 cm.) on the left-hand side of
the page. The pages of the record shall be bound with
covers at their left edges in ‘such manner to lie flat
when open in one or more volumes of convenient size
(approximately 100 pages per volume is suggested)
Multigraphed or otherwise reproduced copies coti-
forming to the standards specified in this paragraph
may be accepted.

() Each party shall file its exhibits with the record
specified in paragraph (c) of this section. One copy of
each documentary exhibit shall be served. Documen-
tary exhibits shall be filed in an envelope or folder
and shall not be bound as part of the record. Physical
exhibits, if not filed by an officer under § 1.676(d),
shall be filed with the record. Each exhibit shall con-
tain a label which identifies the party submitting the
exhibit and an exhibit number, the style of the inter-
ference (e.g., Jones v. Smith), and the interference
number. Where possible, the label should appear at
the bottom right-hand corner of each documentary
exhibit. Upon termination of an interference, an exam-
iner-in-chief may return an exhibit to the party filing
the exhibit. When any exhibit is returned, the examin-
er-in-chief shall enter an appropriate order indicating
that the exhibit has been returned.

(j) Amy testimony, record, or exhibit which does
not comply with this section may be returned under
§ 1.618(a).

[49 FR 48465, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb, 11, 1985]

1.654 Fingal hearing,

(a) At an appropriate stage of the interference, the
parties will be given an opportunity to appear before
the Board to present oral argument at a final hearing.
An examiner-in-chief shall set a date and time for final
hearing. Unless otherwise ordered by an examiner-in-
chief or the Board, each party will be entitled to no
more than 60 minutes of oral argument at final hear-
ing.

(b) The opening argument of a junior party shall in-
clude a fair statement of the junior party’s case and
the jumior party’s position with respect to the case
presented on behalf of any other party. A junior party
may reserve a portion of its time for rebuttal.

(c) A party shall not be entitled to argue that an
opponent abandoned, suppressed, or concealed an
actual reduction to practice unless a notice under
§1.632 was timely filed.

(d) After final hearing, the interference shall be
taken under advisement by the Board. No further
paper shall be filed except under § 1.658(b) or as au-
thorized by an examiner-in-chief or the Board. No ad-
ditional oral argument shall be had unless ordered by

the Board.
{49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985)
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1 635 - Matters - consldered in’ rendermg a final
deciswn. SR

(a) In rendering a “final dec:snon, the Board may
consider any properly raised issue including (1) priori-
ty of inventiow, (2) derivation by an opponent from a
party who filed a prehmmary statement under §1. 625,

" (3) patentability of the invention, (4) admissibility of

evidence, (5) any interlocutory matter deferred to
final hearing, and (6) any other matter necessary to
resolve the interference. The Board may also consider
whether any interlocutory order was manifestly erro-
neous or an abuse of discretion. All interlocutory
orders shall be presumed to have been correct and the
burden of showing manifest error or an abuse of dis-
cretion shall be on the party attacking the order.

(b) A party shall not be entitled to raise for consid-
eration at final hearing a matter which properly could
have been raised by a motion under §§ 1.633 or 1.634
unless (1) the motion was properly filed, (2) the
matter was properly raised by a party in an opposi-
tion to a motion under §§1.633 or 1.634 and the
motion was granted over the opposition, or (3) the
party shows good cause why the issue was not timely
raised by motion or opposition.

(¢) To prevent manifest injustice, the Board may
consider an issue even though it would not otherwise
be entitled to consideration under this section.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985}

1.656 Briefs for final hearing.

(a) Each party shall be entitled to file briefs for
final hearing. The examiner-in-chicf shall determine
the briefs needed and shall set the time and order for
filing briefs.

(b) The opening brief of a junior party shall contain
under appropriate headings and in the order indicated:

(1) A table of contents, with page references, and a
table of cases (alphabetically arranged), statutes, and
other authorities cited, with references to the pages of
the brief where they are cited.

(2) A statement of the issues presented for decision
in the interference.

(3) A statement of the facts relevant to the issues
presented for decision with appropriate references to
the record.

(4) An argument, which may be preceded by a
summary, which shall contain the contentions of the
party with respect to the issues to be decided, and the
reasons therefor, with citations to the cases, statutes,
other authorities, and parts of the record relied on.

(5) A short conclusion stating the precise relief re-
quested.

{6) An appendix containing a copy of the counts.

{c) The opening brief of the senior party shall con-
form to the requirements of paragraph (b) of this sec-
tion except:

(1) A statement of the issues and of the facts need
not be made unless the party is dissatisfied with the
statement in the opening brief of the junior party and
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- (2) An appendix containing acopy ‘of the counts
need not be included if the copy of the counts in the
opening brief of the jumior party is correct.
~ (d) Briefs may be printed or. typewntten If type-
written, legal-size p paper may be. used. The opening
brief of each party in excess of 50 lega!-snze double-
spaced typewritten pages or any other brief in excess
of 25 legal-size double-spaced typewritten pages shall
be printed unless a satisfactory reason be given why
the brief should not be printed. Any printed brief
shall comply with the requirements of § 1.653(g). Any
typewritten brief shall comply with the requirements
of § 1.653(h), except legal-size paper may be used and
the binding and covers specified are not required.

(e) An original and three copies of each brief must
be filed.

(f) Any brief which does not comply with the re-
quirements of this section may be returned under
§ 1.618(a).

(g) Any party, separate from its opening brief, but
filed concurrently therewith, may file an original and
three copies of concise proposed findings of fact and
conclusions of law. Any proposed findings of fact
shall be supported by specific references to the
record. Any proposed conclusions of law shall be sup-
ported by citation of cases, statutes, or other author-
ity. Any opposing party, separate from its opening or
reply brief, but filed concurrently therewith, may file
a paper accepting or objecting to any proposed find-
ings of fact or conclusions of law; when objecting, a
reason must be given. The Board may adopt the pro-
posed findings of fact and conclusions of law in whole
or in part.

(h) If a party wants the Board in rendering its final
decision to rule on the admissibility of any evidence,
the party shall file with its opening brief an original
and three copies of a motion (§ 1.635) to suppress the
evidence. The provisions of § 1.637(b) do not apply to
a motion to suppress under this paragraph. Any cb-
jection previously made to the admissibility of an op-
ponent’s evidence is waived unless the motion re-
quired by this paragraph is filed. An original and
three copies of an opposition to the motion may be
filed with an opponent’s opening brief or reply brief
as may be appropriate.

(i) When a junior party fails to timely file an open-
ing brief, an order may issue requiring the junior
party to show cause why the Board should not treat
failure to file the brief as a concession of priority. If
the junior party fails to respond within a time period
set in the order, judgment may be entered against the
junior party.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985)

1.657 Burden of proof as to date of invention.

A rebuttable presumption shall exist that, as to each
count, the inventors made their invention in the
chronological order of the earlier of their filing dates
or effective filing dates. The burden of proof shall be
upon a party who contends otherwise.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985]
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~sion resolvmg the issues raised at final hearmg. Th

@ remand the mterference to an exammer-m-
_ _further proceedmgs, or (3) take further action pot in-
consistent with law. ‘A Judgment as to a count shall
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2o | 658 Final decrsion.

(a) After ﬁnal hearmg, the Board shall enter a decx-

decision may ¢ 1) enter judgment, in whole o1

state whether or not each party is entitled to a patent
containing the claims in the party’s patent or applica-
tion which correspond to the count. When the Board
enters a decision awarding judgment as to all counts,
the decision shall be regarded as a final decision.

(b) Any request for reconsideration of a decision
under paragraph (a) of this section shall be filed
within 14 days after the date of the decision. The re-
quest for reconsideration shall specify with particular-
ity the points believed to have been misapprehended
or overlooked in rendering the decision. Any reply to
a request for reconsideration shall be filed within 14
days of the date of service of the request for reconsid-
eration. Where reasonably possible, service of the re-
quest for reconsideration shall be such that delivery is
accomplished by hand or “Express Mail.” The Board
shall enter a decision on the request for reconsider-
ation. If the Board shall be of the opinion that the de-
cision on the request for reconsideration significantly
modifies its original decision under paragraph (a) of
this section, the Board may designate the decision on
the request for reconsideration as a new decision.

(c) A judgment in an interference settles all issue
which (1) were raised and decided in the interferenc
(2) could have been properly raised and decided in
the interference by a motion under § 1.633 (a) through
(d) and (f) through (j) or § 1.634 and (3) could have
been properly raised and decided in an additional in-
terference with 2 motion under § 1.633(e). A losing
party who could have properly moved, but failed to
move, under §§1.633 or 1.634, shall be estopped to
take ex parte or inter partes action in the Patent and
Trademark Office after the interference which is in-
consistent with that party’s failure to properly move,
except that a losing party shall not be estopped with
respect to any claims which correspond, or properly
could have corresponded, to a count as to which that
party was awarded a favorable judgment.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 1!, 1985]

1,659 Reconimendation,

(a) Should the Board have knowledge of any
ground for rejecting any application claim not in-
volved in the judgment of the interference, it may in-
clude in its decision a recommended rejection of the
claim. Upon resumption of ex parte prosecution of the
application, the examiner shall be bound by the rec-
ommendation and shall enter and maintain the recom-
mended rejection unless an amendment or showing of
facts not previously of record is filed which, in t
opinion of the examiner, overcomes the recommend
rejection.
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- (b) :Should  the - Board -have knowledge of any

- ground for reexamination of :a patent involved in the

interference as to a patent claim not involved in the

Jjudgment of the interference, it may include in its de-

‘cision a recommendation to the Commissioner that

the patent be reexamined. The Commissioner will de-

termine whether reexamination will be ordered. ‘
(c) The Board may make any other recommenda-

tion to the examiner or the Commissioner as may be

appropriate.

{49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985}

1.660 Notice of reexaminsgtion, reissue, pro-
test, or lifigation.

(a) When a request for reexamination of a patent in-
volved in an interference is filed, the patent owner
shall notify the Board within 10 day: of receiving
notice that the request was filed.

(b) When an application for reissue is filed by a pat-
entee involved in an interference, the patentee shall
notify the Board within 10 days of the day the appli-
cation for reissue is filed.

(c) When a protest under § 1.291 is filed against an
application involved in an interference, the applicant
shall notify the Board within 10 days of receiving
notice that the protest was filed.

(d) A party in an interference shall notify the Board
promptly of any litigation related to any patent or ap-
plication involved in an interference, including any
civil action commenced under 35 U.S.C. 146.

{49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985}
1.661 Termination of interference after judg-
ment.

After a final decision is entered by the Board, an in-
terference is considered terminated when no appeal
(35 U.S.C. 141) or other review (35 U.S.C. 146) has
been or can be taken or had.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

1.662 Request for entry of adverse judgment;
reigsue filed by patentee.

(a) A party may, at any time during an interference,
request and agree to entry of an adverse judgment.
The filing by an applicant or patentee of z written dis-
claimer of the invention defined by a count, conces-
sion of priority or unpatentability of the subject
matter of a count, abandonment of the invention de-
fined by a count, or abandonment of the contest as to
a count will be treated as a request for entry of an ad-
verse judgment against the applicant or patentee as to
all claims which correspond to the count. Abandon-
ment of an apphcatton by an applicant, other than an
applicant for reissue having a claim of the patent
sought to be reissued involved in the interference,
will be treated as a request for entry of an adverse
judgment against the applicant as to all claims corre-
sponding to all counts. Upon the filing by a party of a
request for entry of an adverse judgment, the Board
may enter judgment against the party.

(b) If a patentee involved in an interference files an
application for reissue during the interference and
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omits 'all claims of the patent correspondmg to the

counts of the interference for the purpose of avondmg

the interference, judgment may be entered agamst the

patentee. A patzntee who files an application for re-

issue other than for the purpose of avoiding the inter-

ference shall timely file a preliminary motion under

§ 1.633(h) or show good cause why the motion could
not have been timely filed.

(c) The filing of a statutory disclaimer under 35
U.S.C. 253 by a patentee will delete any statutorily
disclaimed claims from being involved in the interfer-
ence. A statutory disclaimer will not be treated as a
request for entry of an adverse judgment against the
patentee unless it results in the deletion of all patent
claims corresponding to a count.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985}

1.663 Status of claim of defeated applicant
after interference.

Whenever an adverse judgment is entered as to a
count against an applicant from which no appeal (35
U.S.C. 141) or other review (35 U.S.C. 146) has been
or can be taken or had, the claims of the application
corresponding to the count stand finally disposed of
without further action by the examiner. Such claims
are not open to further ex parre prosecution.

{49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

1.664 Action after interference,

(a) After termination of an interference, the examin-
er will promptly take such action in any application
previously involved in the interference as may be nec-
essary. Unless entered by order of an examiner-in-
chief, amendments presented during the interference
shall not be entered, but may be subsequently present-
ed by the applicant subject to the provisions of this
subpart provided prosecution of the application is not
otherwise closed.

(&) After judgment, the application of any party
may be held subject to further examination, including
an interference with another application.

[49 FR 48467, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985])

1.665 Second interference.

A second interference between the same parties will
not be declared upon an application not involved in
an earlier interference for an invention defined by a
count of the earlier interference. See § 1.658(c).

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985]

1.666 Filing of interference settlement agree-
ments.

(a) Any agreement or understanding between par-
ties to an interference, including any collateral agree-
ments referred to therein, made in connection with or
in contemplation of the termination of the interfer-
ence, must be in writing and a true copy thereof must
be filed before the termination of the interference
(§ 1.661) as between the parties to the agreement or
understanding.
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(b) If any party filing the agreement or understand-
ing under paragraph (a) of this section so requests, the
“copy will be kept separate from the file of the inter-
ference, and made available only to Government
,agencnes on written request, or to any person upon
petition accompanied by the fee set forth in § 1.17(i)
- and on a showing of good cause.

(c) Failure to file the copy of the agreement or un-
derstanding under paragraph (a) of this section will
render permanently unenforceable such agreement or
understandmg and any patent of the parties involved
in the interference or any patent subsequently issued
on any application of the parties so involved. The
Commissioner may, however, upon petition accompa-
nied by the fee set forth in § 1.17(h) and on a showing
of good cause for failure to file within the time pre-
scribed, permit the filing of the agreement or under-
standing during the six month period subsequent to
the termination of the interference as between the par-
ties to the agreement or understanding.

{49 FR 48468, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985)

1.671 Evidence must comply with rules.

(a) Evidence consists of testimony and exhibits, offi-
cial records and publications filed under § 1.682, evi-
dence from another interference, proceeding, or
action filed under § 1.683, and discovery relied upon
under § 1.688, and the specification (including claims)
and drawings of any application or patent:

(1) Involved in the interference.

(2) To which a party has been accorded benefit in
the notice declaring the interference or by a prelimi-
nary motion granted under § 1.633.

(3) For which a party has sought, but has been
denied, benefit by a preliminary motion under § 1.633.

(4) For which benefit was rescinded by a prelimi-
nary motion granted under § 1.633.

(b) Except as otherwise provided in this subpart,
the Federal Rules of Evidence shall apply to interfer-
ence proceedings. Those portions of the Federal
Rules of Evidence relating to criminal actions, juries,
and other matters not relevant to interferences shall
not apply.

(c) Unless the context is otherwise clear, the fol-
lowing terms of the Federal Rules of Evidence shall
be construed as follows:

(1) “Courts of the United States,” *“U.S. Magis-
trate,” “court,” “trial court,” or “trier of fact” means
examiner-in-chief or Board as may be appropriate.

(2) “Judge” means examiner-in-chief.

(3) “Judicial notice” means official notice.

(@) “Civil action,” “civil proceeding,” *action,” or
“trial,” mean interference.

(5) “Appellate court” means United States Court of
Appeals for the Federal Circuit or a United States
district court when judicial review is under 35 U.S.C.
146.

(6) “Before the hearing™ in Rule 703 means before
giving testimony by oral deposition or affidavit.
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. (7). “The: trial’ or ‘hearing” in Rules 803(24): and

804(5) .means the - takmg of testunony by oral deposn-

tion, © -
@ Certlﬁcatnon is. not necessary as a condmon t
«admnsmbxhty when ‘the  record is a record of ‘th
-Patent -and - Trademark ® Office to which - all pames

have access.

(e) A party may not rely on an affidavit filed by
that party during ex parte prosecution of an applica-
tion, an affidavit under § 1.608, or an affidavit under
§ 1.639(b) unless: (1) A copy of the affidavit is or has
been served and (2) a written notice is filed prior to
the close of the party’s relevant testimony period stat-
ing that the party intends to rely on the affidavit.
When proper notice is given under this paragraph, the
affidavit shall be deemed filed under § 1.672(b). A
copy of the affidavit shall be included in the record
(§ 1.653).

(f) The significance of documentary and other ex-
hibits shall be discussed with particularity by a wit-
ness during oral deposition or in an affidavit,

(g) A party must file a motion (§ 1.635) seeking per-
mission from an examiner-in-chief prior to taking testi-
mony or seeking documents or things under 35 U.S.C.
24. The motion shall describe the general nature and
the relevance of the testimony, document, or thing.

(h) Evidence which is not taken or sought and filed
in accordance with this subpart shall not be admissi-
ble.

[49 FR 48468, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.672 Manner of taking testimony.

(a) Testimony of a witness may be taken by oral
deposition or affidavit in accordance with this sub-
part.

(b) A party wishing to take the testimony of a wit-
ness whose testimony will not be compelled under 35
U.S.C. 24 may elect to present the testimony of the
witness by affidavit or deposition. A party electing to
present testimony of a witness by affidavit shall, prior
to the close of the party’s relevant testimony period,
file and serve an affidavit of the witness or, where ap-
propriate, a notice under § 1.671(e). To facilitate prep-
aration of the record (§ 1.653 (g) and (h)), a party
should file an affidavit on paper which is 8% by 11
inches (21.8 by 27.9 cm). A party shall not be entitled
to rely on any document referred to in the affidavit
unless a copy of the document is filed with the affida-
vit. A party shall not be entitled to rely on any thing
mentioned in the affidavit unless the opponent is
given reasonable access to the thing. A thing is some-
thing other than a document. After the affidavit is
filed and within a time set by an examiner-in-chief,
any opponent may file a request to cross-examine the
witness on oral deposition. If any opponent requests
cross-examination of an affiant, the party shall notice
a deposition under § 1.673(e) for the purpose of cross-
examination by any opponent. Any redirect and re
cross shall take place at the deposition. At any deposi
tion for the purpose of cross-examination of a witness
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whose testimony  is presented by affidavit, the party
shall not be entitled to rely on any document or thing
not .mentioned in one or more .of the affidavits filed
'under this paragraph, except to the extent necessary
to conduct proper redirect. A party electing to
present testimony of a witness by deposition shall
notice a deposition of the witness under § 1.673(a).
The party who gives notice of a deposition shall be
responsible for obtaining a court reporter and for
filing a certified transcript of the deposition as re-
quired by § 1.676.

{c) A party wishing to take the testimony of a wit-
ness whose testimony will be compeiled under 35
U.S.C. 24 must first obtain permission from an exam-
iner-in-chief under § 1.671(g). If permission is granted,
the party shall notice a deposition of the witness
under § 1.673 and may proceed under 35 U.S.C. 24.
The testimony of the witness shall be taken on oral
deposition.

(d) Notwithstanding the provisions of this subpart,
if the parties agree in writing, a deposition may be
taken before any person authorized to administer
oaths, at any place, upon any notice, and in any
manner, and when so taken may be used like other
depogitions.

(e) If the parties agree in writing, the testimony of
any witness may be submitted in the form of an affi-
davit without opportunity for cross-examination. The
affidavit of the witness shall be filed in the Patent and
Trademark Office.

(f) If the parties agree in writing, testimony may be
submitted in the form of an agreed statement setting
forth: (1) How a particular witness would testify if
called or (2) the facts in the case of one or more of
the parties. The agreed statement shall be filed in the
Patent and Trademark Office. See § 1.653(2).

{49 FR 48468, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.673 Neotice of examination of witness.

{a) A party electing to take testimony of a witness
by deposition shall, after complying with paragraphs
(b) and (g) of this section, file and serve a single
notice of deposition stating the time and place of each
deposition to be taken. Depositions may be noticed
for a reasonable time and place in the United States.
Unless the parties agree in writing, a deposition may
not be noticed for any other place without approval
of an examiner-in-chief (see § 1.684). The notice shall
specify the name and address of each witness and the
general nature of the testimony to be given by the
witness. If the name of a witness is not known, a gen-
eral description sufficient to identify the witness or a
particular class or group to which the witness belongs
may be given instead.

(b) Unless the parties agree otherwise, a party shall
serve, but not file, at least three days prior to the con-
ference required by paragraph (g) of this section, if
service is made by hand or “Express Mail,” or at least
ten days prior to the conference if service is made by
any other means, the following:
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= (D). A list and copyof .each document in_the party’s
possession, - custody, or -control. and- :upon which-the
party intends to rely at any. deposition and -

(2) A list of and a proffer of reasonable access to
things in the party’s possession, custody, or control
and upon which the party intends to rely at any depo-
sition.

(c) A party shall not be permitted to rely at any
deposition on anv witness not listed in the notice, or
any document not served or any thing not listed as re-
guired by paragraph (b) of this section: (1) Unless all
opponents agree in writing or on the record to permit
the party to rely on the witness, document, or thing
or (2) except upon a motion (§ 1.635) promptly filed
which is accompanied by any proposed notice, addi-
tional documents, or lists and which shows sufficient
cause why the notice, documents, or lists were not
served in accordance with this section.

(d) Each opposing party shall have a full opportuni-
ty to attend a deposition and cross-examine. If an op-
posing party attends a deposition of a witness not
named in a notice and cross-examines the witness or
fails to object to the taking of the deposition, the op-
posing party shall be deemed to have waived any
right to object to the taking of the deposition for lack
of proper notice.

(e) A party electing to present testimony by affida-
vit and who is required to notice depositions for the
purpose of cross-examination under § 1.672(b), shall,
after complying with paragraph (g) of this section, file
and serve a single notice of deposition stating the time
and place of each cross-examination deposition to be
taken.

(f) The parties shall not take depositions in more
than one place at the same time or so nearly at the
same time that reasonable opportunity to travel from
one place of deposition to another cannot be had.

(g) Before serving a notice of deposition and after
complying with paragraph (b) of this section, a party
shall have an oral conference with all opponents to
attempt to agree on a mutually acceptable time and
place for conducting the deposition. A certificate shall
appear in the notice stating that the oral conference
took place or explaining why the conference could
not be had. If the parties cannot agree to a mutually
acceptable place and time for conducting the deposi-
tion at the conference, the parties shall contact an ex-
aminer-in-chief who shall then designate the time and
place for conducting the deposition.

(h) A copy of the notice of deposition shall be at-
tached to the certified transcript of the deposition
filed under § 1.676(a).

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985]

1.674 Persons before whom depositions may
be taken.

(a) Within the United States or a territory or insular
possession of the United States a deposition shall be
taken before an officer authorized to administer oaths
by the laws of the United States or of the place where
the examination is held.
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(b) Unless the parties agree in writing, the follow-
ing persons shall not be competent to serve as an offi-
cer: (1) A relative or employee of a party, (2) a rela-
tive or employee of an attorney or agent of a party,
or (3) a person interested, directly or indirectly, in the
interference either. as counsel, attorney, agent, or oth-
erwise. o :

{49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985}

1.678 Examination of witness, reading and
signing transcript of deposition.

(a) Each witness before giving an oral deposition
shall be duly sworn according to law by the officer
before whom the deposition is to be taken.

(b) The testimony shall be taken in answer to inter-
rogatories with any questions and answers recorded in
their regular order by the officer or by some other
person, who shall be subject to the provisions of
§ 1.674(b), in the presence of the officer unless the
presence of the officer is waived on the record by
agreement of all parties.

(c) All objections made at the time of the deposi-
tion to the qualifications of the officer taking the dep-
osition, the manner of taking it, the evidence present-
ed, the conduct of any party, or any other objection
to the proceeding shall be noted on the record by the
officer. Evidence objected to shall be taken subject to
any objection.

(d) Unless the parties agree in writing or waive
reading and signature by the witness on the record at
the deposition, when the testimony has been tran-
scribed a transcript of the deposition shall be read by
the witness and then signed by the witness in the form
of: (1) An affidavit in the presence of any notary or
(2) a declaration.

{49 FR 48469, Diec. 12, 1984, added effective Feb. 11, 1985]

1.676 Certification and filing by officer, mark-
ing exhibits.

(a) The officer shall prepare a certified transcript of
the deposition by attaching to a transcript of the dep-
osition a copy of the notice of deposition, any exhibits
to be annexed to the certified transcript, and a certifi-
cate signed and sealed by the officer and showing:

(1) The witness was duly sworn by the officer
before commencement of testimony by the witness.

(2) The transcript is a true record of the testimony
given by the witness.

(3) The name of the person by whom the testimony
was recorded and, if not recorded by the officer,
whether the testimony was recorded in the presence
of the officer.

(4) The presence or absence of any opposing party.

(5) The place where the deposition was taken and
the day and hour when the deposition began and
ended.

(6) The officer is not disqualified under § 1.674.

(b) If the parties waived any of the requirements of
paragraph (a) of this section, the certificate shall so

state.
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(c) The officer shall note on the certificate the cir-
cumstances under which & witness refuses to sign a

-transcript. - .

(d) Unless the parties agree otherwise 'in'writing'r‘

‘on the record at the deposition, the officer shall se

curely seal the certified transcript in an envelope en-
dorsed with the style of the interference (e.g., Smith
v. Jones), the interference number, the name of the
witness, and the date of sealing and shall promptly
forward the envelope to BOX INTERFERENCE,
Commissioner of Patents and Trademarks, Washing-
ton, D.C. 20231. Documents and things produced for
inspection during the examination of a witness, shall,
upon request of a party, be marked for identification
and annexed to the certified transcript, and may be in-
spected and copied by any party, except that if the
person producing the documents and things desires to
retain them, the person may: (1) offer copies to be
marked for identification and annexed to the certified
transcript and to serve thereafter as originals if the
person affords to all parties fair opportunity to verify
the copies by comparison with the originals or (2)
offer the originals to be marked for identification,
after giving to each party an opportunity to inspect
and copy them, in which event the documents and
things may be used in the same manner as if annexed
to the certified transcript. The exhibits shall then be
filed as specified in § 1.653(i). If the weight or bulk of
a document or thing shall reasonably prevent the doc-
ument or thing from being annexed to the certified
transcript, it shall, unless waived on the record at th
deposition by all parties, be authenticated by the oﬂ"
cer and fowarded to the Commissioner in a separat
package marked and addressed as provided in this
paragraph.

[49 FR 48469, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985}

1.677 Form of a transcript of deposition.

(a) A transcript of a deposition must be typewritten
on opaque, unglazed, durable paper approximately
8% by 11 inches (21.8 by 27.9 cm.) in size (letter
size). Typing shall be double-spaced on one side of
the paper in not smaller than pica-type with a margin
of 1% inches (3.8 cm.) on the left-hand side of the
page. The pages must be consecutively numbered
throughout the entire record of each party
(§ 1.653(d)) and the name of the witness must be
typed at the top of each page (§ 1.653(e)). The ques-
tions propounded to each witness must be consecu-
tively numbered unless paper with numbered lines is
used and each question must be followed by its
answer.

(b) Exhibits must be numbered consecutively and
each must be marked as required by § 1.653(1).

(49 FR 48470, Dec. 12, 1984, added cffective Feb. 11, 1985
1.678 Transcript of deposition must be filed.

Unless otherwise ordered by an examiner-in-chief,
certified transcript of a deposition must be filed in t
Patent and Trademark Office within 45 days from the
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_date of the deposition. If a party refuses to file a certi-
fied transcript, the examiner-in-chief or the Board
may take appropriate action under § 1.616. If a party
refuses to file a certified transcript, any opponent may
‘move for leave to file the certified transcript and in-
clude a copy of the transcript as part of the oppo-
nent’s record. = ‘ -

{49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]

1.679 Inspection of transcript.

A certified transcript filed in the Patent and Trade-
mark Office may be inspected by any party. The cer-
tified transcript may not be removed from the Patent
and Trademark Office for printing (§ 1.653(g)) unless
authorized by an examiner-in-chief upon such terms as
may be appropriate.

{49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]

1.682 Official records and printed publica-
tions,

(a) A party may introduce into evidence, if other-
wise admissible, any official record or printed publica-
tion not identified on the record during the taking of
testimony of a witness, by filing a notice offering the
official record or publication into evidence. If the evi-
dence relates to the party's case-in-chief, the notice
shall be filed prior 1o close of testimony of the party’s
case-in-chief. If the evidence relates to rebuttal, the
notice shall be filed prior to the close of testimony of
the party’s case-in-rebuttal. The notice shall: (1} Iden-
tify the official record or printed publication, (2) iden-
tify the portion thereof to be introduced in evidence,
(3) indicate generally the relevance of the portion
sought to be introduced in evidence, and (4) where
appropriate, be accompanied by a certified copy of
the official record or a copy of the printed publication
(§ 1.671(d)).

(b) A copy of the notice, official record, and publi-
cation shall be served.

(c) Unless otherwise ordered by an examiner-in-
chief, any written objection to the notice or to the ad-
missibility of the official record or printed publication
shall be filed within 15 days of service of the notice.
See also § 1.656(h).

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]

1.683 Testimony in another interference, pro-
ceeding, or action.

(a) Prior to close of a party’s appropriate testimony
period or within such time as may be set by an exam-
iner-in-chief, a party may file a motion (§ 1.635) for
leave to use in an interference testimony of a witness
from another interference, proceeding, or action in-
volving the same parties, subject to such conditions as
may be deemed appropriate by an examiner-in-chief.
The motion shall specify with particularity the exact
testimony to be used and shall demonstrate its rel-
evance.

(b) Any objection to the admissibility of the testi-
mony of the witness shall be made in an opposition to
. the motion. See also § 1.656(h).

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]
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1.68¢  Testimony in a foreign country. |

(a) An examiner-in-chief may-authorize testimony
of a witness to be taken in a foreign country. A party
seeking to take testimony in a foreign country shall,
prior to the closz of the party’s appropriate testimony
period or within such time as may be set by an exam-
iner-in-chief, file a motion (§ 1.635):

(1) Naming the witness.

(2) Describing the particular facts to which it is ex-
pected that the witness will testify.

(3) Stating the grounds on which the moving party
believes that the witness will so testify.

(4) Demonstrating that the expected testimony is
relevant.

(5) Demonstrating that the testimony cannot be
taken in this country at all or cannot be taken in this
country without hardship to the moving party greatly
exceeding the hardship to which all opposing parties
will be exposed by the taking of the testimony in a
foreign country.

(6) Accompanied by an affidavit stating that the
motion is made in good faith and not for the purpose
of delay or harassing any party.

(7) Accompanied by written interrogatories to be
asked of the witness.

(b) Any opposition under § 1.638(a) shall state any
objection to the written interrogatories and shall in-
clude any cross-interrogatories to be asked of the wit-
ness. A reply under § 1.638(b) may be filed and shall
be limited to stating any objection to any cross-inter-
rogatories proposed in the opposition.

(c) If the motion is granted, the moving party shall
be responsible for obtaining answers to the interroga-
tories and cross-interrogatories before an officer quali-
fied to administer oaths in the foreign country under
the laws of the United States or the foreign country.
The officer shall prcpare a transcript of the interroga-
tories, cross-interrogatories, and recorded answers to
the interrogatories and cross-interrogatories and shall
transmit the transcript to BGX INTERFERENCE,
Commissioner of Patents and Trademarks, Washing-
ton, D.C. 20231, with a certificate signed and sealed
by the officer and showing;:

(1) The witness was duly sworn by the officer
before answering the interrogatories and cross-inter-
rogatories.

(2) The recorded answers are a true record of the
answers given by the witness to the interrogatories
and cross-interrogatories.

(3) The name of the person by whom the answers
were recorded and, if not recorded by the officer,
whether the answers were recorded in the presence of
the officer.

(4) The presence or absence of any party.

(5) The place, day, and hour that the answers were
recorded.

(6) A copy of the recorded answers was read by or
to the witness before the witness signed the recorded
answers and that the witness signed the recorded an-
swers in the presence of the officer. The officer shall
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state the crrcumstances uuder which’ a wnness refuses
to read or sign recorded answers. - - :

“{7) The officer is not dlsquallﬁed under & l 674

(d) [If the parties agree in writing, the -testimony
may be taken before: the officer on oral ‘deposition.

(e} A party taking testimony in a foreign country
shall have the burden of ‘proving that false swearing
in the giving of testimony is punishable as perjury
under the laws of the foreign country. Unless false
swearing in the giving of testimony before the officer
shall be punishable as perjury under the laws of the
foreign country where testimony is taken, the testimo-
ny shall not be entitled to the same weight as testimo-
ny taken in the United States. The weight of the testi-
mony shall be determined in each case.

[49 FR 48470, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985}

1.685 Errors and irregularities in depositions.

(a) An error in a notice for taking a deposition is
waived unless a motion (§ 1.635) to quash the notice is
filed as soon as the error is, or could have been, dis-
covered.

(b) An objection to a qualification of an officer
taking a deposition is waived unless:

(1) The objection is made on the record of the dep-
osition before a witness begins to testify.

(2) If discovered after the deposition, a motion
(§ 1.635) to suppress the deposition is filed as soon as
the objection is, or could have been, discovered.

(c) An error or irregularity in the manner in which
testimony is transcribed, a certified transcript is signed
by a witness, or a certified transcript is prepared,
signed, certified, sealed, endorsed, forwarded, filed, or
otherwise handled by the officer is waived unless a
motion (§ 1.635) to suppress the deposition is filed as
soon as the error or irregularity is, or could have
been, discovered.

{d) An objection to the competency of a witness,
admissibility of evidence, manner of taking the deposi-
tion, the form of questions and answers, any oath or
affirmation, or conduct of any party at the deposition
is waived unless an objection is made on the record at
the deposition stating the specific ground of objection.
Any objection which a party wishes considered by
the Board at final hearing shall be included in a
motion to suppress under § 1.656(h).

(e) Nothing in this section precludes taking notice
of plain errors affecting substantial rights although
they were not brought to the attention of an examin-
er-in-chief or the Board.

(49 ER 48471, Dec. 12, 1984, 50 FR 23124, May 31, 1985, added
effective Feb. 11, 1985]

1.687 Additional discovery.

(2) A party is not entitled to discovery except as
authorized in thjs subpart.

(b) Where appropriate, a party may obtain produc-
tion of documents and things during cross-examina-
tion of an opponent s witness or during the testimony
period of the party’s case-in-rebuttal.

(c) Upon a motion (§ 1.635) brought by a party
within the time set by 2an examiner-in-chief under
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‘upon a showmg that the interest of justice so requ
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an exammer-m-chlef may order’ addmonal discov
as to matters under the control of a ‘party w1thm t
scope of ‘the Federal Rules of Civil Procedure, s
fying the terms and conditions of such addmonal dis-
covery.

(d) The parties may agree to discovery among
themselves at any time. In the absence of an agree-
ment, a motion for additional discovery shall not be
filed except as authorized by this subpart.

[49 FR 48471, Dec. 12, 1984, added effective Feb. 11, 1985)

1.688 Use of discovery.

(a) If otherwise admissible a party may introduce
into evidence, an answer to a written request for an
admission or an answer to a written interrogatory ob-
tained by discovery under § 1.687 by filing a copy of
the request for admission or the written interrogatory
and the answer. If the answer relates to a party’s case-
in-chief, the answer shall be filed prior to the close of
testimony of the party’s case-in-chief. If the answer
relates to the party’s rebuttal, the admission or answer
shall be filed prior to the close of testimony of the
party’s case-in-rebuttal. Unless otherwise ordered by
an examiner-in-chief, any written objection to the ad-
missibility of an answer shall be filed within 15 days
of service of the answer.

{(b) A party may not rely upon any other matter ob-
tained by discovery unless it is introduced into evi-
dence under this subpart.

[49 FR 48471, Dec. 12, 1984, added effective Feb. 11, 1985}

PART 5—SECRECY OF CERTAIN INVENTIONS
AND LICENSES TO EXPORT AND FILE
APPLICATIONS IN FOREIGN COUNTRIES

SECRECY ORDERS

5.1 Defense inspection of certain applications.

5.2 Secrecy order.

5.3 Prosecution of application under secrecy orders; withholding
patent.

5.4 Petition for rescission of secrecy order.

5.5 Permit to disclose or modification of secrecy order.

5.6 General and group permits.

5.7 Compensation.

5.8 Appeal to Secretary.

LICENSES FOR FOREIGN EXPORTING AND FILING

5.11 License for filing in a foreign country an application on an
invention made in the United States or for transmitting
international application,

12 Petition for license.

13 Petition for license; no corresponding application.

14 Petition for license; corresponding U.S. application.

15 Scope of license.

16 Effect of secrecy order.

17  Who may use license.

5.18 Arms, ammunition, and implements of war.

5.19 Esxport of technical data,

5.20 Export of technical data relating to sensitive nuclear technol-

ogy.
5.25 Petition for retroactive license.
GENERAL

5.31 Effect of modification, rescission or license.
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5.32 Papers in English lan e
5.3%: ('Dormpondesce : guag B ’ '
AutHoRITY: 35 US.C. 6, 41, 181-188 2nd the Expon. ‘Adminis-
tration Act of 1979, as amended, the Arms Export Coatrol Act, as
amended, the Atomic Energy Act of 1954, as amended, and the
Nuclear Non-Proliferation Act of 1978, and the delegations in the
regulations under these acts to the Commissioner (15 CFR
370.10(j), 22 CFR 125.04, and 10 CFR 810. 7). un!m otherwise
noted.
SOURCE: 24 FR 10381, Dec. 22, 1959, unless otherwise noted.

SECRECY ORDERS

5.1 Defense inspection of certain applications.

(8) The provisions of this part shall apply to both
national and international applications filed in the
Patent and Trademark Office and, with respect to in-
ventions made in the United States, to applications
filed in any foreign country or any international au-
thority other than the United States Receiving Office.
The (1) filing of a national or an international applica-
tion in a foreign country or with an international au-
thority other than the United States Receiving Office,
or (2) transmittal of an international application to a
foreign agency or an international authority other
than the United States Receiving Office is considered
to be a foreign filing within the meaning of Chapter
17 of Title 35, United States Code.

(b) In accordance with the provisions of 35 U.S.C.
181, patent applications containing subject matter the
disclosure of which might be detrimental to the na-
tional security are made awvailable for inspection by
defense agencies as specified in said section. Only ap-
plications obviously relating to national security, and
applications within fields indicated to the Patent and
Trademark Office by the defense agencies as so relat-
ed, are made available. The inspection will be made
only by responsible representatives authorized by the
agency to review applications. Such representatives
are required to sign a dated acknowledgement of
access accepting the condition that information ob-
tained from the inspection will be used for no purpose
other than the administration of 35 U.S.C. 181-188.
Copies of applications may be made available to such
representatives for inspection outside the Patent and
Trademark Office under conditions assuring that the
confidentiality of the applications will be maintained,
including the conditions that: (1) All copies will be re-
turned to the Patent and Trademark Office promptly
if no secrecy order is imposed, or upon rescission of
such order if one is imposed, and (2) no additional
copies will be made by the defense agencies. A record
of the removal and return of copies made available
for defense inspection will be maintained by the
Patent and Trademark Office. Applications relating to
atomic energy are made available to the Department
of Energy as specified in § 1.14 of this chapter.

{Pub. L. 94-131, 89 Stat. 685)
[43 FR 20470, May 11, 1978]

5.2 Secrecy order.
(a) When notified by the chief officer of a defense

agency that pubhcauon or disclosure of the invention
by the granting of a patent would be detrimental to
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the national security, an order that the invention be
kept secret will be issued by the Commissioner. of Pat-
ents and Trademarks.

(b) The secrecy order is dlrected to the apphcant,
his successors, any and 3ll assignees, and their legal

,representatwcs, hereinafter designated as principals.

(c) A copy of the secrecy order will be forwarded
to each principal of record in the application and will
be accompanied by a receipt, identifying the particu-
lar principal, to be signed and returned.

(d) The secrecy order is directed to the subject
matter of the application. Where any other applica-
tion in which a secrecy order has not been issued dis-
closes a significant part of the subject matter of the
application under secrecy order, the other application
and the common subject matter should be called to
the attention of the Patent and Trademark Office.
Such a notice may include any material such as would
be urged in a petition to rescind secrecy orders on
either of the applications.

53 Prosecution of application under secrecy
orders; withholding patent.

Unless specifically ordered otherwise, action on the
application by the Office and prosecution by the ap-
plicant will proceed during the time an application is
under secrecy order to the point indicated in this sec-
tion:

(a) National applications under secrecy order which
come to a final rejection must be appealed or other-
wise prosecuted to avoid abandonment. Appeals in
such cases must be completed by the applicant but
unless otherwise specifically ordered by the Commis-
sioner will not be set for hearing until the secrecy
order is removed.

(b) An interference will not be declared involving
national applications under secrecy order. However, if
an applicant whose application under secrecy order
copies claims from an issued patent, a notice of that
fact will be placed in the file wrapper of the patent.
(See § 1.205(c).

(c) When the national application is found to be in
condition for allowance except for the secrecy order
the applicant and the agency which caused the secre-
cy order to be issued will be notified. This notice
(which is not a notice of allowance under § 1.311 of
this chapter) does not require response by the appli-
cant and places the national application in a condition
of suspension until the secrecy order is removed.
When the secrecy order is removed the Patent and
Trademark Office will issue a notice of allowance
under §1.311 of this chapter, or take such other
action as may then be warranted.

(d) International applications under secrecy order
will not be mailed, delivered or otherwise transmitted
to the international authorities or the applicant. Inter-
national applications under secrecy order will be
processed up to the point where, if it were not for the
secrecy order, record and search copies would be
transmitted to the international authorities or the ap-
plicant.
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(Pub. L. 94-131, 89 Stat. 685) - R
{43 FR 20470, May 11, 1978; 43 FR 28479, June 30, 1978]

5.4 Petition for rescission of secrecy order.

@) A petition for rescission or removal of a secrecy
order may be filed by, or on behalf of, any. principal
affected thereby Such petition may be in letter form,
and it must be in duplicate. The petition must be ac-
companied by one copy of the apphcatlon or an order
for the same, unless a showing is made that such a
copy has already been furnished to the department or
agency which caused the secrecy order to be issued.

(b) The petition must recite any and all facts that
purport to render the order ineffectual or futile if this
is the basis of the petition. When prior publications or
patents are alleged the petition must give complete
data as to such publications or patents and should be
accompanied by copies thereof.

(c) The petition must identify any contract between
the Government and any of the principals, under
which the subject matter of the application or any sig-
nificant part thereof was developed, or to which the
subject matter is otherwise related. If there is no such
contract, the petition must so state.

(d) Unless based upon facts of public record, the
petition must be verified.

[OMB Control No. 0651-0011]

5.5 Permit to disclose or modification of se-
crecy order.

(a) Consent to disclosure, or to the filing of an ap-
plication abroad, as provided in 35 U.S.C. 182, shall
be made by a “permit” or “modification” of the secre-
¢y order.

(b) Petitions for a permit or modification must fully
recite the reason or purpose for the proposed disclo-
sure, Where any proposed disclosee is known to be
cleared by a defense agency to receive classified in-
formation, adequate explanation of such clearance
should be made in the petition including the name of
the agency or department granting the clearance and
the date and degree thereof. The petition must be
filed in duplicate and be accompanied by one copy of
the application or an order for the same, unless a
showing is made that such a copy has already been
furnished to the department or agency which caused
the secrecy order to be issued.

(c) In a petition for modification of a secrecy order
to permit filing abroad, all countries in which it is
proposed to file must be made known, as well as all
attorneys, agents and others to whom the material
will be consigned prior to being lodged in the foreign
patent office. The petition should include a statement
vouching for the loyalty and integrity of the proposed
disclosees and where their clearance status in this or
the foreign country is known all details should be
given.

(d) Consent to the disclosure of subject matter from
one application under secrecy order may be deemed
to be consent to the disclosure of common subject
matter in other applications under secrecy order so
long as not taken out of context in a manner disclos-
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ing material beyond the modifi cation granted in the

first application. . .. .
(e) The permit or modlﬁcatlon may contam cond1
tions and limitations.

- [OMB Control No. 0651-001 1}

56  General and grdup permits.

(a) Organizations requiring consent for disclosure of
applications under secrecy order to persons or organi-
zations in connection with repeated routine operation
may petition for such consent in the form of a general
permit. To be successful such petitions must ordinari-
ly recite the security clearance status of the disclosees
as sufficient for the highest classification of material
that may be involved.

(b) Where identical disclosees and circumstances
are involved, and consent is desired for the disclosure
of each of a specific list of applications, the petitions
may be joined.

[OMB Control No. 0651-0011)

5.7 Compensation.

Any request for compensation as provided in 35
U.S.C. 183 must not be made to the Patent and
Trademark Office but should be made directly to the
department or agency which caused the secrecy order
to be issued. Upon written request persons having a
right to such information will be informed as to the
department or agency which caused the secrecy order

to be issued. ‘

[OMB Control No. 0651-0011]
58 Appeal to Secretary.

Appeal to the Secretary of Commerce, as provided
by 35 U.S.C. 181, from a secrecy order cannot be
taken until after a petition for rescission of the secrecy
order has been made and denied. Appeal must be
taken within 60 days from the date of the denial, and
the party appealing, as well as the department or
agency which caused the order to be issued will be
notified of the time and place of hearing. The appeal
will be heard and decided by the Secretary or such
officer or officers as he may designate.

[OMB Control No. 0651-0011}
LICENSES FOR FOREIGN EXPORTING AND FILING

511 License for filing in a foreign country an
application on an invention made in the
United States or for transmitting an interna-
tional application.

(a) A license from the Commissioner of Patents and
Trademarks under 35 U.S.C. 184 is required before
filing any application for patent or for the registration
of a utility model, industrial design, or model, in a
foreign patent office or any foreign patent agency or
any international agency other than the United States
Receiving Office, if:

(1) An application on the invention has been on file‘
in the United States less than six months prior to the
date on which the application is to be filed, or
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(2) No application on the invention has been ﬁled in.
the United States.
(b) The license from the Commissioner of Patents

and Trademarks. referred to in paragraphs (a) would -
falso authorize the export of technical data abroad for

purposes related to the preparation, filing or possible
filing and prosecution of a foreign patent application
without separately complying with the regulations

contained in 22 CFR Parts 121-130 (International .

Traffic in Arms Regulations of the Department of
State), 15 CFR Part 379 (Regulations of the Office of
Export Administration, International Trade Adminis-
tration, Department of Commerce) and 10 CFR Part
810 (Foreign Atomic Energy Programs of the De-
partment of Energy).

(c) Where technical data in the form of a patent ap-
plication, or in any form, is being exported for pur-
poses related to the preparation, filing or possible
filing and prosecution of a foreign patent application,
without the license from the Commissioner of Patents
and Trademarks referred to in paragraph, (a) or (b) of
this section, or on an invention not made in the
United States, the export regulations contained in 22
CFR Parts 121-130 (International Traffic in Arms
Regulations of the Department of State), 15 CFR Part
379 (Regulations of Office of Export Administration,
International Trade Administration, Department of
Commerce) and 10 CFR Part 810 (Foreign Atomic
Energy Programs of the Department of Energy) must
be complied with unless a license is not required be-
cause a United States application was on file at the
time of export for at least six months without a secre-
cy order under § 5.2 being placed thereon. The term
“exported” means export as it is defined in 22 CFR
Parts 121-130, 15 CFR Part 379 and 10 CFR Part
810.

(d) If a secrecy order has been issued under § 5.2,
an application cannot be exported to, or filed in, a
foreign country (including an international agency in
a foreign country), except in accordance with § 5.5.

(e) No license pursuant to paragraph (a) of this sec-
tion is required if:

(1) The invention was not made in the United
States, or

(2) The United States application is not subject to a
secrecy order under §5.2, and was filed at least six
months prior to the date on which the application is
filed in a foreign country.

(H A license pursuant to paragraph (a) of this sec-
tion can be revoked at any time upon written notifica-
tion by the Patent and Trademark Office. An authori-
zation to file a forergn patent application resulting
from the passage of six months from the date of filing
of a United States patent application may be revoked
by the imposition of a secrecy order.

{49 FR 13461, Apr. 4, 1984; 49 FR 19305, May 7, 1984, effective
date June 4, 1964]

5.12 Petition for license.
(a) Fﬂmg of an application for patent for inventions

made in the United States will be considered to in-
clude a petition for license under 35 U.S.C. 184 for
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the subject matter of the application. The filing re-
ceipt-will indicate 'if a license is granted. If the initial
automatic petition is ‘not granted, -a subsequent peti-
tion may be filed under paragraph (b) of this section.

(b) Petitions for license should be presented in letter
form and must .iclude the reqmred fee (§ 1.17(h)), if
expedited handling of the petition is also sought, the
petitioner’s address, and full instructions for delivery
of the requested license when it is to be delivered to
other than the petitioner.

[OMB Control No. 0651-0011]
(35 U.S.C. 6, Pub. L. 97-247)

[48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1983; para. (b),
49 FR 13462, effective date June 4, 1984]

5.13 Petition for license; no corresponding ap-
plication,

If no corresponding national or international appli-
cation has been filed in the United States, the petition
for license under § 5.12(b) must be accompanied by
the required fee (§ 1.17(h)), if expedited handling of
the petition is alzo sought, and a legible copy of the
material upon which a license is desired. This copy
wili be retained as a measure of the license granted.
For assistance in the identification of the subject
matter of each license so issued, it is suggested that
the petition be submitted in duplicate and provide a
title and other description of the material. The dupli-
cate copy of the petition will be returned with the li-
cense or other action on the petition.

[OMB Control No. 0651-0011)
[48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1983; 49 FR
13462, effective date June 4, 1984)

5.14 Petition for license; corresponding U.S.,
application.

(a) When there is a corresponding United States ap-
plication on file, a petition for license under § 5.12(b)
must include the required fee (§ 1.17(h)), if expedited
handling of the petition is also sought, and must iden-
tify this application by serial number, filing date, in-
ventor, and title, but a copy of the material upon
which the license is desired is not required. The sub-
ject matter licensed will be measured by the disclo-
sure of the United States application. Where the title
is not descriptive, and the subject matter is clearly of
no interest from a security standpoint, time may be
saved by a short statement in the petition as to the
nature of the invention.

(b) Two or more United States applications should
not be referred to in the same petition for license
unless they are to be combined in the foreign or inter-
national application, in which event the petition
should so state and the identification of each United
States application should be in separate paragraphs.

(c) When the application to be filed or exported
abroad contains matter not disclosed in the United
States application or applications, including the case
where the combining of two or more United States
applications introduces subject matter not disclosed in
any of them, a copy of the application as it is to be
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filed in the - forelgn country or: international applica-
tion: which is to be transmitted to a foreign interna-

tional or national agency. for filing in the Receiving

Office, must be furnished with the petition. If howev-

er, all new matter in the foreign or international appli-
cation to be. filed is readily identifiable, the new
matter may be submitted in detail and the remainder
by reference to the pertinent United States appllcatlon
or applications.

[OME Control No. 0651-0011]

(Pub. L. 94-131, 89 Stat. 685)

[43 FR 20471, May 11, 1978; paras. (a) & (c), 49 FR 13462, Apr. 4,
1984, effective date June 4, 1984; 49 FR 19305, May 7, 1984}

5.15 Scope of license.

(a) Grant of a license under § 5.12(a) authorizes the
export and filing of an application in a foreign coun-
try or the transmitting of an international application
to any foreign patent agency or international patent
agency when the subject matter of the foreign or
international application corresponds to that of the
domestic application. This license includes authority

(1) To export and file all duplicate and formal
papers to the foreign country or international agen-
cies;

(2) To make amendments, modifications and supple-
ments, including divisions, changes or supporting
matter consisting of the illustration, exemplification,
comparison, or explanation of subject matter disclosed
in the application;

(3) To tzke any action in the prosecution of the for-
eign or international application; and

(4) To add subject matter or take any action under
paragraphs (a) (1) through (3) of this section which
does not change the general nature of the subject
matter disclosed at the time of filing, unless the sub-
ject matter added involves technical data pertaining
({33

(i) Defense services or articles designated in the
United States Munitions List applicable at the time of
foreign filing, the unlicensed exportation of which is
prohibited pursuant to the Arms Export Control Act,
as amended, and 22 CFR Parts 121-130; or

(ii) Restricted Data, sensitive nuclear technology or
technology useful in the production or utilization of
special nuclear material or atomic energy, the dissemi-
nation of which is subject to restrictions of the
Atomic Energy Act of 1954, as amended, and the Nu-
clear Non-Proliferation Act of 1978, as implemented
by the regulations for Unclassified Activities in For-
eign Atomic Energy Programs, 10 CFR Part 810, in
effect at the time of foreign filing,

(b) Grant of a license under § 5.12(b) authorizes the
export and filing of an application in a foreign coun-
try or the transmitting of an international application
to any foreign patent agency or international patent
agency. Further, this license includes authority to for-
ward all duplicate and formal papers to the foreign
patent agency or international patent agency and to
make amendments, modifications or supplements to
and take any action in the prosecution of the foreign
or international application, provided subject matter
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additional to. that covered by the hcense ls not in-
volved. !

() A license granted under §5. 12(b) pursuant to
§ 5.13 or § 5.14 shall have the scope indicated in para-
graph (a) of this section, if it is so specified in the li--
cense. A petition, accompanied by the required fee
(§ 1.17(h)), may also be filed to change a license
having the scope indicated in paragraph (b) of tkis
section to a license having the scope indicated in
paragraph (a) of this section. The change in the scope
of a license will be as of the date of the grant of the
change in scope.

(d) In those cases in which no license is required to
file the foreign apphcatlon or transmit the internation-
al application, no license is required to file papers in
connection with the prosecution of the foreign or
international application not involving the disclosure
of additional subject matter.

() Any paper filed abroad or transmitted to an
international patent agency following the filing of a
foreign or international application which changes the
general nature of the subject matter disclosed at the
time of filing or which involves the disclosure of sub-
ject matter listed in paragraphs (a)(4) (i) or (i) of this
section must be separately licensed in the same
manner as a foreign or international application. Fur-
ther, if no license has been granted under § 5.12(a) on
filing the corresponding United States application, any
paper filed abroad or with an international patent
agency which involves the disclosure of additional
subject matter must be licensed in the same manner as
a foreign or international application.

(0 Licenses separately granted in connection with
two or more United States applications may be exer-
cised by combining or dividing the disclosures, as de-
sired, provided:

(1) Subject matter which changes the general
nature of the subject matter disclosed at the time of
filing or which involves subject matter listed in para-
graphs (a)(4) (i) or (ii) of this section is not introduced
and,

(2) In the case where at least one of the licenses
was obtained under §5.12(b), additional subject
matter is not introduced.

(g) A license does not apply to acts done before the
license was granted. See § 5.25 for petitions for retro-
active licenses.

{49 FR 13462, Apr. 4, 1984, effective date June 4, 1984}

5.16 Effect of secrecy order.

Any license obtained under 35 U.S.C. 184 is ineffec-
tive if the subject matter is under a secrecy order, and
a secrecy order prohibits the exercise of or any fur-
ther action under the license unless separately specifi-
cally authorized by a modification of the secrecy
order in accordance with § 5.5.

517 Who may use license,

Licenses may be used by anyone interested in the
export, foreign filing, or international transmittal for
or on behalf of the inventor or the inventor’s assigns.
[49 FR 13463, Apr. 4. 1984, effective date June 4, 1984]

R—90




PATENT RULES

5.18
o :Flr-

(8 The: expdrtatibn of fteéhnical, datd; frelx.ating to’

rms, ammunition, and implements -of war generally is
ubject to the International Traffic in Arms, Regula-
tions of the Department of State (22 CFR Parts 121-
128); the articles designated as arms, ammunition, and

implements of war are enumerated in the U.S. Muni-

tions List,.22 CFR 121.01. However, if a patent appli-
cant complies with regulations issued by the Commis-
sioner of Patents and Trademarks under 35 U.S.C.
184, no separate approval from the Department of
State is required unless the applicant seeks to export
technical data exceeding that used to support a patent
application in a foreign country. This exemption from
Department of State regulations is applicable regard-
less of whether a license from the Commissioner is re-
quired by the provisions of §§ 5.11 and 5.15 (22 CFR
125.04(b), 125.20(b)).

(b) When a patent application containing subject
matter on the Munitions List (22 CFR 121.01) is sub-
ject to a secrecy order under § 5.2 and a petition is
made under § 5.5 for a modification of the secrecy
order to permit filing abroad, a separate request to the
Department of State for authority to export classified
information is not required (22 CFR 125.05(d)).

[35 FR 6430, Apr. 22, 1970}
5.19 Export of technical data.
(a) Under regulations (15 CFR 370.10(j)) established

‘by the U.S. Department of Commerce, International

Trade Administration, Office of Export Administra-
tion, a validated export license is not required in any
case to file a patent application or part thereof in a
foreign country if the foreign filing is in accordance
with the regulations (37 CFR 5.11-5.23) of the Patent
and Trademark Office.

(b) A wvalidated export license is not required for
data contained in a patent application prepared
wholly from foreign-origin technical data where such
application is being sent to the foreigp inventor to be
executed and returned to the United States for subse-
quent filing in the U.S. Patent and Trademark Office
(15 CFR 379.3(c)).

(c) Inquiries concerning the export control regula-
tions for the foreign filing of technical data other than
patent applications should be made to the Office of
Export Administration, International Trade Adminis-
tration, Department of Commerce, Washington, D.C.
20230.

(45 FR 72654, Nov. 3, 1980)

5.20 Export of technical data relating to sensi-
tive nuclear technology.

(2) Under regulations (10 CFR 810.7) established by
the United States Department of Energy, an applica-
tion filed in accordance with the regulations (37 CFR
5.11-5.33) of the United States Patent and Trademark
Office and eligible for foreign filing under 35 U.S.C.
184, is considered to be information available to the

Arms, ammumtlon, _and 1mplements of_
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5.25; -

pubhc in pubhshed form and .a generally authorized
activity for the f'p 'poses of the Department of
Energy regulauons SR

(b) Inquiries concerning the export of sensmve nu-
clear technology other than related to the filing or
prosecution of a foreign patent apphcatlon should be
made to the Attentlon Secretary, United States De-
partment of Energy, Office of International Security
Affairs, Washington, D.C. 20858.
[49 FR 13463, Apr. 4, 1984 and 49 FR 19305, May 7, 1984, effec-
tive date June 4, 1984}

5.21 [Redesignated as 5.31]

[49 FR 13463, Apr. 4, 1984 and 49 FR 19305, May 7, 1984, effec-
tive date June 4, 1984)

522 [Redesignated as 5.32]

[49 FR 13463, Apr. 4, 1984 and 49 FR 19305, May 7, 1984, effec-
tive date June 4, 1984)

5.23 [Redesignated as 5.33)

[49 FR 13463, Apr. 4, 1984 and 49 FR 19305, May 7, 1984, effec-
tive date June 4, 1984)]

525 Petition for retroactive license.

(a) A petition of retroactive license under 35 U.S.C.
184 shall be presented in accordance with § 5.13 or
§ 5.14, and shall include:

(1) A listing of the foreign countries in which the
patent application material was filed,

(2) The dates on which the material was filed,

(3) A verified statement containing:

(i) An averment that the subject matter in question
was not under a secrecy order at the time it was filed
abroad, and that it is not currently under a secrecy
order,

(ii)) A showing that the license has been diligently
sought after discovery of the proscribed foreign filing,
and

(iii) An explanation of why the material was inad-
vertently filed abroad without the required license
under § 5.11 first having been obtained, and

(4) The required fee (§ 1.17(h)).

The above explanation must include a showing of
facts rather than a mere allegation of inadvertence.
The showing of facts should include statements by
those persons having personal knowledge of the acts
regarding filing in a foreign country and should be ac-
companied by copies of any necessary supporting
documents such as letters of transmittal or instructions
for filing. The acts which are alleged to constitute in-
advertence should cover the period from the time of
filing until actual filing of the petition under this sec-
tion,

(b) If a petition for a retroactive license is denied, a
time period of not less than thirty days shall be set,
during which the petition may be renewed. Failure to
renew the petition within the set time period will
result in a final denial of the petition. A final denial of
a petition stands unless a petition is filed under § 1.181
within two months of the date of the denial. If the pe-
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tion under § 1.181 has been filed, a final rejection of
the application under 35 U.S.C. 185 will be made.
(c) The granting of a retroactive license does not
excuse any violation of the export regulatlons con-
tained in 22 CFR Parts 121 through 130 (International
Traffic in Arms Regulations of the Department of
State), 15 CFR Part 379 (Regulations of Office of
Export Administration, International Trade Adminis-
tration, Department of Commerce) and 10 CFR Part
810 (Foreign Atomic Energy Programs of the De-
partment of Energy) which may have occurred be-
cause of the failure to obtain an appropriate license
prior to export.
[49 FR 13463, Apr. 4, 1984 and 49 FR 19305, May 7, 1984, effec-
tive date June 4, 1984]

GENERAL

Effect of modification, rescission or li-
cense.

Any consent, rescission or license under the provi-
sions of this part does not lessen the responsibilities of
the principals in respect to any Government contract
or the requirements of any other Government agency.

[49 FR 13463, Apr. 4, 1984 and 49 FR 19305, May 7, 1984, effec-
tive date June 4, 1984]

5.32 Papers in English language.

All papers submitted in connection with petitions
must be in the English language, or be accompanied
by an English translation and a translator’s certificate
as to the true, faithful and exact character of the
translation.

[49 FR 13463, Apr. 4, 1984 and 49 FR 19305, May 7, 1984, effec-
tive date June 4, 1984]

§.33 Correspondence.

All correspondence in connection with this part, in-
cluding petitions, should be addressed to ‘“Commis-
sioner of Patents and Trademarks (Attention Licens-
ing and Review), Washington, D.C. 20231.”

{49 FR 13463, Apr. 4, 1984 and 49 FR 19305, May 7, 1984, effec-
tive date June 4, 1984]
PART 7—~REGISTER OF GOVERNMENT
INTERESTS IN PATENTS

S.31

See.

7.1 Requirements.
7.2 Assignments.
7.3 Licenses.
7.4 Abbreviated copy.
7.5 Instruments already on record.
7.6 Access to register.
7.7 Secret register.
AutHoriTy: E.O. 9424, Feb, 18, 1944, 9 FR 1959; 3 CFR 1943-

1948 Comp.
Source: 24 FR 10383, Dec. 22, 1959, unless otherwise noted.
7.1 Requirements.

Executive Order 9424 (3 CFR 1943-1948 Comp.)
requires the several departments and other executive
agencies of the Government, including Government-
owned or Government-controlled corporations, to
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forward promptly to the Commissioner of Patents and
Trademarks for recording all licenses, assignments, or

or apphcatlons for patents

other interests of the Government in or under patents .

7.2 Asslgnments

Thetongmal of an assignment or other instrument
which conveys to the Government only the titl> to a
patent or to an application for patent shall be for-
warded to the Commissioner of Patents and Trade-
marks. The instrument will be recorded, endorsed,
and returned.

7.3 Licenses.

A copy of any license or instrument other than an
assignment which conveys to or gives the Govern-
ment any interest in or under a patent or an applica-
tion for patent shall be forwarded for recording. The
copy will be retained by the Patent and Trademark
Office but, when desired, the original will be en-
dorsed and returned.

7.4 Abbreviated copy.

If an instrument deals with matters in addition to
rights and interests in patents or in applications for
patents, or in inventions disclosed thereia, a copy of
only those portions of the instrument dealing with
such rights and interests need be forwarded. In such
case, a statement giving the general nature of the
entire instrument, the parties involved, the date of the
instrument, the place where it is usually filed, and any
docket or identifying number, must be attached to the

copy.
7.5 Instruments already on record.

Instruments which have been recorded prior to the
adoption of §§ 7.1 to 7.7 and are on the general as-
signment records of the Patent and Trademark Office
need not be forwarded again for recording.

7.6 Access to register.

The register will not be open to public inspection.
It will be available for examination and inspection by
duly authorized representatives of the Government,
subject to the provisions of § 7.7. Public examination
will be restricted to those instruments which the de-
partment or agency of origin has so authorized in
wriing.

7.9 Secret register.

Any instrument to be recorded will be placed on a
secret record or register at the request of the depart-
ment or agency submitting the same. No information
wiil be given concerning any instrument in such
record or register, and no examination or inspection
thereof or of the index thereto will be permitted,
except on the written authority of the head of the de-
partment or agency which submitted the instrument
and requested secrecy, and the approval of such au-
thority by the Commissioner of Patents and Trade-
marks. No instrument or record other than the one
specified may be examined, and the examination must
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take place in the presence of a des1gnated ofﬁcnal of ‘

the Patent and Trademark Office. When the depart-
ent or agency which submitted an instrument no
nger requires secrecy with respect to that instru-
ent, it will be recorded or reglstered anew in the ap-

propnate part of the register whnch is not secret.

PART lﬂ—REPRESENTATION OF OTHERS
BEFORE THE PATENT AND TRADEMARK
OFFICE
See.

10.1 Definitions.

10.2  Director of Enrollment and Discipline.
10.3 Committee on Enrollment.

104 Commistee on Discipline.

INDIVIDUALS ENTITLED TO PRACTICE BEFORE THE PATENT AND
TrADEMARE OFFICE

10.5 Register of attorneys and agents in patent cases.

10.6 Registration of attorneys and agents.

10.7 Regquirements for registration.

10.8 Oath and registration fee.

10.9 Limited recognition in patent cases.

10.10 Individuals not registered or recognized to practice in
patent cases.

10.11 Removing names from the register.

10.12—10.13 [Reserved]}

10.14 Individuals who may practice before the Office in trade-
mark and other non-patent cases.

10.15 Refusal to recognize a practitioner.

10.16—10.17 [Reserved]

10.18 Signature and certificate of practitioner.

10.19 [Reserved]

PATENT aND TRADEMARYK OFFICE CODE OF PROFESSIONAL
RESPONSIBILITY

.20 Canons and Disciplinary Rules.
021 Ceaom 1. .

10.22 Mzeintaining integrity and competence of the legal profes-
sion.
10.23 Misconduct.
10.2¢ Disclosure of information to authorities.
10.25—10.29 [Reserved]
10.30 Canon 2.
10.31 Communications concerning a practitioner’s services.
10.32 Advertising.
10.33 Direct contact with prospective clients.
10.34 Communication of fields of practice.
10.35 Firm names and letterheads.
10.36 Fees for legal services.
10.37 Division of fees among practitioners.
10.38 Agreements restricting the practice of a practitioner.
10.39 Acceptance of employment.
1040 Withdrawal from employment.
10.41—10.45 ([Reserved]
1046 Canon 3.
10.47 Aiding unauthorized practice of law.
10.48 Sharing legal fees.
1049 Forming a pastnership with a non-practitioner.
10.50—~10.55 [Reserved]
10.56 Canon 4.
10.57 Preservation of confidences and secrets of a client.
10.58—10.60 [Reserved]
10.61 Canon 5.
1062 Refusing employment when the interest of the practitioner
may impair the practitioner’s independent professional
Jjudgment.
10.63 Withdrawal when the practitioner becomes a witness.
10.64 Avoiding acguisition of interest in litigation or proceeding
before the Office.
0.65 Limiting business relations with a client.
0.66 Refusing to accept or continue employment if the interests
of another client may impair the independent profes-
sional judgment of the practitioner.
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10. 67 Settlmg similar chlms of chems

10.68 = Avoiding influence by others than the chent
10.69—10.75 [Reserved]

10.76 ' Canon 6. ) )

10.77 Failing to act competently.

10.78 Limiting liability to client.

10.79—10.82 = [Reserved]

10.83 Canon 7.

10.84 Representing a client zealously.

10.85 Representing a client within the bounds of the law.
10.86 [Reserved]

10.87 Communicating with one of adverse interest.
10.88 Threatening criminal prosecution.

10.89 Conduct in proceedings.

10.90—10.91 [Reserved]

1092 Contact with witnesses.

10.93 Contact with officials.

10.94—10.99 [Reserved]

10.100 Canon 8.

10.101 Action as a public official.

10.102 Statements concerning officials.

10.103 Practitioner candidate for judicial office.
10.104—10.109 [Reserved]

10.110 Canon 9.

10.111 Avoiding even the appearance of impropriety.
10.112 Preserving identity of funds and property of client.
10.113—10.129 [Reserved]

INVESTIGATIONS AND DISCIPLINARY PROCEEDINGCS

10.130 Reprimand, suspension or exclusion.

10.131 Investigations.

10.132 Initiating a disciplinary proceeding; reference to an admin-
istrative law judge.

10.133 Conference between Director and practitioner; resignation.

10.134 Complaint.

10.135 Service of complaint.

10.136 Answer to complaint.

10.137 Supplemental complaint.

10.138 Contested case.

10.139 Administrative law judge; appointment; responsibilities;
review of interlocutory orders; stays.

10.140 Representative for Director or respondent.

10.141 Filing of papers.

10.142 Service of papers.

10.143 Motions.

10.144 Hearings.

10.145 Proof; variance; amendment of pleadings.

10.146—10.148 [Reserved].

10.149 Burden of proof.

10.150 Evidence.

10.151 Depositions.

10.152 Discovery.

10.153 Proposed findings and conclusions; post-hearing memoran-
dum.

10.154 Initial decision of administrative law judge.

10.155 Appeal to the Commissioncr.

10.156 Decision of the Commissioner.

10.157 Review of Commissioner’s final decision.

10.158 Suspended or excluded practitioner.

10.159 Notice of suspension or exclusion.

10.160 Petition for reinstatement,

10.161 Savings clause.

10.162—10.169 [Reserved])

10.170 Suspension of rules.

AuthHorITy: § US.C. 500, 15 US.C. 1123; 35 US.C. 6, 31, 32,
41,

10.1 Definitions.

This part governs solely the practice of patent,
trademark, and other law before the Patent and
Trademark Office. Nothing in this part shall be con-
strued to preempt the authority of each State to regu-
late the practice of law, except to the extent necessary
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for the Patent and Trademark Office to accompllsh its

federal objectives. Unless: otherwise “clear “from the :

context, the following definitions apply to this part:

(a) “Affidavit” means affidavit, declaration under
35 US.C. 25 (see § 1.68 and § 2.20 of this subchapter)
or statutory declaration under 28 U.S.C. 1746. -

(b) “Application” includes an application for a

deS|gn, plant, or utility patent, an application to re-

issue any patent, and an application to register a
trademark.

(c) “Attorney” or “lawyer” means an individual
who is a member in good standing of the bar of any
[Inited States court or the highest court of any State.
A “non-lawyer” is a person who is not an attorney or
lawyer.

(d) “Canon” is defined in § 10.20(a).

(e} “Confidence” is defined in § 10.57(a).

(h “Differing interests” include every interest that
may adversely affect either the judgment or the loyal-
ty of a practitioner to a client, whether it be a con-
flicting, inconsistent, diverse, or other interest.

(g) “Director” means the Director of Enroliment
and Discipline.

(h) “Disciplinary Rule” is defined in § 10.20(b).

(i) “Employee of a tribunal” includes all employees
of courts, the Office, and other adjudicatory bodies.

(i) “Giving information” within the meaning of
€ 10.23¢c}2) includes making (1} a written statement
or representation or (2) an oral statement or represen-
tation.

(k) “Law firm” includes a professional legal corpo-
ration or a partnership.

(1) “Legal counsel” means practitioner.

(m) “Legal profession” includes the individuals
who are lawfully engaged in practice of patent, trade-
mark, and other law before the Office.

(n) “Legal service” means any legal service which
may lawfully be performed by a practitioner before
the Office.

(o) “Legal System” includes the Office and courts
and adjudicatory bodies which review matters on
which the Office has acted.

(p) “Office” means Patent and Trademark Office.

(q) “Person” includes a corporation, an association,
a trust, a partnership, and amy other organization or
legal entity.

(r) “Practitioner” means (1) an attorney or agent
registered to practice before the Office in patent cases
or (2) an individual authorized under 5 U.S.C. 500(b)
or otherwise as provrded by this Subchapter, to prac-
tice before the Office in trademark cases or other
non-patent cases. A “suspended or excluded practi-
tioner” is a practitioner who is suspended or excluded
under § 10.156. A “non-practitioner” is an individual
who is not a practitioner.

(s) A “proceeding before the Office” includes an
application, a reexamination, a protest, a public use
proceeding, a patent interference, an inter partes trade-
mark proceeding, or any other proceeding which is
pending before the Office.

(t) “Professional legal corporation” means a corpo-
ration authorized by law to practice law for profit.

Rev. 1, Oct, 1985

MANUAL OF PATENT EXAMINING PROCEDURE

(u) “Reglstratnon
before the Office in patent cases: -

W) “Respondent“ is'definied in'§ 10 l34(a)(l)

(w) “Secret” is defined in § 10.57(a).

(x) “Solncnt” 1s deﬁned in § 10.33.

Puerto RlCO, and other federal terrntorles and posses-
sions."

(z) “Tnbunal” mcludes courts, the Office, and other
adjudicatory bodies. ‘

(aa) “United States” means the United States of
America, its territories and possessions.

[50 FR 5172, Feb. 6, 1985, effective date Mar. 8, 1985]

10.2 Director of Enroliment and Discipline.

(a) Appointment. The Commissioner shall appoint a
Director of Enrollment and Discipline. In the event
of the absence of the Director or a vacancy in the
Office of the Director, the Commissioner may desig-
nate an employee of the Office to serve as acting Di-
rector of Enrollment and Discipline. The Director
and any acting Director shall be an active member in
good standing of the bar of a State.

(b) Duties. The Director shall:

(1) Receive and act upon applications for registra-
tion, prepare and grade the examination provided for
in § 10.7(b), maintain the ragister provided for in
§ 10.5, and perform such other duties in connection
with enrollment and recognition of attorneys and
agents as may be necessary.

(2) Conduct investigations into possible violations
by practitioners of Disciplinary Rules, with the con-
sent of the Committee on Discipline initiate discipli-
nary proceedings under § 10.132(b), and perform such
other duties in connection with investigations and dis-
ciplinary proceedings as may be necessary.

(c) Review of Director’s decision. Any final decision
of the Director refusing to register an individual
under § 10.6, recognize an individual under § 10.9 or
§ 10.14(c), or reinstate a suspended or excluded peti-
tioner under § 10.160, may be reviewed by petition to
the Commissioner upon payment of the fee set forth
in § 1.21(a)(5). A petition filed more than 30 days
after the date of the decision of the Director may be
dismissed as untimely. Any petition shall contain (1) a
statement of the facts involved and the points to be
reviewed and (2) the action requested. Briefs or
memoranda, if any, in support of the petition shall ac-
company or be embodied therein. The petition will be
decided on the basis of the record made before the
Director and no new evidence will be considered by
the Commissioner in deciding the petition. Copies of
documents already of record before the Director shall
not be submitted with the petition. An oral hearing on
the petition wiil not be granted except when consid-
ered necessary by the Commissioner.

{OMB Control No. 0651-0012.}
[50 FR 5173, Feb. 6, 1985, cffcctive date Mar. 8, 1985]
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10.3 - Committee on: Enrollment.

(a) The Commissioner ‘may establish é ‘Committee .

f the Qffice.

(b) The Committee on Enrollment shall, as mieces-
sary, advise the Director in connecuon w1th the Dl-
rector's duties under § 10.2(b)}(1).

[SO FR $173, Feb. 6, 1985, effective date Mar. 8, 1985)

104 Committee on Discipline.

(8) The Commissioner shall appoint a Committee
on Discipline. The Committee on Discipline shall con-
sist of at least three employees of the Office, none of
whom reports directly or indirectly to the Director or
the Solicitor. Each member of the Committee on Dis-
cipline shall be a member in good standing of the bar
of a State.

(b) The Committee on Discipline shall meet at the
request of the Director and after reviewing evidence
presented by the Director shall, by majority vote, de-
termine whether there is probable cause to bring
charges under § 10.132 against a practitioner. When
charges are brought against a practitioner, no member
of the Committee on Discipline, employee under the
direction of the Director, or associate solicitor or as-
sistant solicitor in the Office of the Solicitor shall par-
ticipate in rendering a decision on the charges.

(¢) No discovery shall be authorized of, and no
member of the Committee on Discipline shall be re-
quired to testify about, deliberations of the Committee
on Discipline.

[S0 FR 5173, Feb. 6, 1985, effective date Mar. 8, 1985)
INDIVIDUALS ENTITLED TO PRACTICE BEFORE THE
PATENT AND TRADEMARK OFFICE

10.5 Register of attorneys and agents in patent
€asgses.

A register of attorneys and agents is kept in the
Office on which are entered the names of all individ-
uals recognized as entitled to represent applicants
before the Office in the preparation and prosecution
of applications for patent. Registration in the Office
under the provisions of this part shall only entitle the
individuals registered to practice before the Office in
patent cases.

[50 FR 5173, Feb. 6, 1985, effective date Mar, 8, 1985}

10.6 Registration of attorneys and agents.

(a) Attorneys. Any citizen of the United States who
is an attorney and who fulfills the requirements of this
part may be registered as a patent attorney to practice
before the Office. When appropriate, any alien who is
an attorney, who lawfully resides in the United States,
and who fulfills the requirements of this part may be
registered as a patent attorney to practice before the
Office, provided: Registration is not inconsistent with
the terms upon which the alien was admitted to, and
resides in, the United States and jfurther provided: The
alien may remain registered only (1) if the alien con-
tinues to lawfully reside in the United States and reg-
istration does not become inconsistent with the terms

'o)n Enroliment composed of one or more employees
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upon which the’ alien continues to ]awfully reside in
the ‘United: States or (2) if ‘the alien ceases to mxde in
the United States, the alien is qualified to be regis-
tered ‘under paragraph (c) of thls sectlon See also
§ 10.9().

(b) Agernits. Any citizen of the United States who is
not an attorney and who fulfills the requirements of
this part may be registered as a patent agent to prac-’
tice before the Office. When appropriate, any alien
who is not an attorney, who lawfully resides in the
United States, and who fulfills the requirements of
this part may be registered as a patent agent to prac-
tice before the Office, provided: Registration is not in-
consistent with the terms upon which the alien was
admitted to, and resides in, the United States, and fur-
ther provided: The alien may remain registered only
(1) if the alien continues to lawfully reside in the
United States and registration does not become incon-
sistent with the terms upon which the alien continues
to lawfully reside in the United States or (2) if the
alien ceases to reside in the United States, the alien is
quahﬁed to be registered under paragraph (c) of this
section. See also § 10.9(b).

Nove: All individuals registered prior to November 15, 1938,

were registered as attorneys, whether they were attorneys or not,
and such registrations have not been changed.

(c) Foreigners. Any foreigner not a resident of the
United States who shall file proof to the satisfaction
of the Director that he or she is registered and in
good standing before the patent office of the country
in which he or she resides and practices and who is
possessed of the qualifications stated in § 10.7, may be
registered as a patent agent to practice before the
Office for the limited purpose of presenting and pros-
ecuting patent applications of applicants located in
such country, provided: The patent office of such
country allows substantially reciprocal privileges to
those admitted to practice before the United States
Patent and Trademark Office. Registration as a patent
agent under this paragraph shall continue only during
the period that the conditions specified in this para-
graph obtain.

(d) Government employees. Any officer or employee
of the United States who is disqualified by statute (18
U.S.C. 203, 205) from practicing as an attorney or
agent in proceedifigs or other matters before Govern-
ment departments or agencies, may not be registered
to practice before the Office. If any registered attor-
ney or agent becomes an officer or employee of the
United States who is disqualified by statute from prac-
ticing as an attorney or agent in proceedings and
other matters before Government departments or
agencies, his or her name shall be endorsed as inactive
on the register during the period of any employment
by the United States. An officer or employee of the
United States whose official duties require the prepa-
ration and prosecution of applications for patent and
who fulfills the requirements of this part may be reg-
istered to practice before the Office to the extent nec-
essary to carry out his or her official duties. A written
statement describing the official duties of the officer
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or employee and signed on behalf of the agency emi- .
ploying the officer or employee may be requlred by

the Director..

(e) Former Oﬁ‘ ee employees. No mdwndual ‘who has
served in the Office will be registered after termina-

tion. of his or her services, nor if registered before
such service, be reinstated, unless he or she signs a

written statement indicating that he or she has read 18

U.S.C. 207. No individual who has served in the
patent examining corps of the Office will be regis-
tered after termination of his or her services, nor if
registered before such service, be reinstated, unless he
or she signs a written undertaking (1) not to prosecute
or aid in any manner in the prosecution of any patent
application pending in any patent examining group
during his or her period of service therein and (2) not
to prepare or prosecute or to assist in any manner in
the preparation or prosecution of any patent applica-
tion of another (i) assigned to such group for exami-
nation and (ji) filed within two years after the date he
or she left such group, without written authorization
of the Director. Associated and related classes in
other patent examining groups may be required to be
included in the undertaking or designated classes may
be excluded from the undertaking. When an applica-
tion for registration or reinstatement is made after res-
ignation from the Office, the applicant will not be
registered or reinstated if he or she has prepared or
prosecuted or assisted in the preparation or prosecu-
tion of any patent application as indicated in this para-
graph.

[OMB Contsol No. 0651-0012.]

{50 FR 5173, Feb. 6, 1988, effective date Mar. 8, 1985]

10,7 Reguirements for registration.

(a) No individual will be registered to practice
before the Office unless he or she shall:

(1) Apply to the Commissioner in writing on a form
supplied by the Director and furnish all requested in-
formation and material and

(2) Establish to the satisfaction of the Director that
he or she is:

(i) Of good moral character and repute;

. (i) Possessed of the legal, scientific, and technical
qualifications necessary to enable him or her to render
applicants for patents valuable service; and

(iii) Is otherwise competent to advise and assist ap-
plicants for patents in the presentation and prosecu-
tion of their applications before the Office.

() In order that the Director may determine
whether an individual seeking to have his or her name
placed upon the register has the qualifications speci-
fied in paragraph (a) of this section, satisfactory proof
of good moral character and repute and of sufficient
basic training in scientific and technical matters must
be submitted to the Director. Except as provided in
this paragraph, each applicant for registration must
take and pass an examination which is held from time
to time. Each application for admission to take the ex-
amination for registration must be accompanied by
the fee set forth in § 1.21(a)(1) of this subchapter. The
taking of an examination may be waived in the case of
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any individual who has actlvely served for at least.

four years in the patent examining corps of the Office.

The exammatlon will not be admmlstered as a_mere,

academic exercise.

(c) Within two months from the date an apphcant is

notified that he or she failed an exammatlon, the ap-
plicant may request regrading of the examination
upon payment of the fee set forth in § 1.21(a)(6). Any
applicant requesting regrading shall particularly point
out the errors which the applicant believed occurred
in the grading of his or her examination.

[OMB Control No. 0651-0012.]
[S0 FR 5174, Feb. 6, 1985, effective date Mar. 8, 1985]

10.8 Oath and registration fee.

Before an individual may have his or her name en-
tered on the register of attorneys and agents, the indi-
vidual must, after his or her application is approved,
subscribe and swear to an oath or make a declaration
prescribed by the Cozamissioner and pay the registra-
tion fee set forth in § 1.21(a)(2) of this subchapter.
[OMB Control No. 0651-0012.]

[50 FR 5174, Feb. 6, 1985, effective date Mar. 8, 1985}

10.9 Limited recognition in patent cases.

(a) Any individual not registered under § 10.6 may,
upon a showing of circumstances which render it nec-
essary or justifiable, be given limited recognition by
the Director to prosecute as attorney or agent a speci-
fied application or specified applications, but limited
recognition under this paragraph shall not extend fur-
ther than the application or applications specified.

(b) When registration of a resident alien under para-
graphs (a) or (b) of § 10.6 is not appropriate, the resi-
dent alien may be given limited recognition as may be
appropriate under paragraph (a) of this section.

[50 FR 5174, Feb. 6, 1985, effective date Mar. 8, 1985]

10.10 Individuals not registered or recognized
to practice in patent cases.

Only practitioners who are registered under § 10.6
or individuals given limited recognition under § 10.9
will be permitted to prosecute patent applications of
others before the Office.

[50 FR 5175, Feb. 6, 1985, effective date Mar. 8, 1985]

10.11 Removing names from the register.

(2) Registered attorneys and agents shall notify the
Director of any change of address. Any notification
to the Director of any change of address shall be sep-
arate from any notice of change of address filed in in-
dividual applications.

(b) A letter may be addressed to any individual on
the register, at the address of which separate notice
was last received by the Director, for the purpose of
ascertaining whether such individual desires to remain
on the register. The name of any individual failing to
reply and give any information requested by the Di-
rector within a time limit specified will be removed
from the register and the names of individuals so re-
moved will be published in the Official Gazette. The
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name of any individual so removed may be reinstated
on the" Tegister ‘as ‘may be appropnate and upon pay-

ment of the fee set forth m §t 21(a)(3) of thlS sub-

chapter.

[OMB Contsol No. 0651-0012.]
(50 FR §175, Feb. 6, 1985, effectlve date Mar. 8, 1985]

10.14 Indivuluals who may practice before the
Office in trademarx and other non-patent
cases,

(a) Artorneys. Any individual who is an attorney
may represent others before the Office in trademark
and other non-patent cases. An attorney is not re-
quired to apply for registration or recognition to prac-
tice before the Office in trademark and other non-
patent cases

®) Non-lawyers. Individuals who are not attorneys
are not recognized to practice before the Office in
trademark and other non-patent cases, except that in-
dividuals not attorneys who were recognized to prac-
tice before the Office in trademark cases under this
chapter prior to January 1, 1957, will be recognized
as agents to continue practice before the Office in
trademark cases.

(c) Foreigners. Any foreign attorney or agent not a
resident of the United States who shall prove to the
satisfaction of the Director that he or she is registered
or in good standing before the patent or trademark
office of the country in which he or she resides and
practices, may be recognized for the limited purpose
of representing parties located in such country before

trademark cases, provided: The patent or trademark

.the Office in the presentation and prosecution of

office of such country allows substantially reciprocal
privileges to those permitted to practice in trademark
cases before the United States Patent and Trademark
Office. Recognition under this paragraph shall contin-
ue only during the period that the conditions specified
in this paragraph obtain.

(d) Recognition of any individual under this section
shall not be construed as sanctioning or authorizing
the performance of any act regarded in the jurisdic-
tion where performed as the unauthorized practice of
faw.

(e) No individual other than those specified in para-
graphs (a), (b), and (c) of this section will be permit-
ted to practice before the Office in trademark cases.
Any individual may appear in a trademark or other
non-patent case in his or her own behalf. Any individ-
ual may appear in a trademark case for (1) a firm of
which he or she is 2 member or {2) a corporation or
association of which he or she is an officer and which
fie or she is authorized to represent, if such firm, cor-
poration, or association is a party (o a trademark pro-
ceeding pending before the Office.

[50 FR 5175, Feb. 6, 1985, effective date Mar. 8, 1965}

10.15 Refusal to recognize a practitioner.

Any practitioner authorized to appear before the
Office may be suspended or excluded in accordance
with the provisions of this part. Any practitioner who
is suspended or excluded under this subpart or re-
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moved under § 10. ll(b) shall not be entitled to prac-
tice before the Oft' ice.

[s0 FR 5175, Feb 6 1985 eﬂ'ccuve date Mar. 8 1985]

10.16—10.17 [Reserved)
10.18  Signature and certificate of practitioner.

(a) Every paper filed by a practitioner representing
an applicant or party to a proceeding in the Office
must bear the signature of, and be personally signed
by, such practitioner except those papers which are
required to be signed by the applicant or party. The
signature of practitioner to a paper filed by him or
her, constitutes a certificate that:

(1) The paper has been read by the practitioner;

(2) The paper’s filing is authorized;

(3) To the best of his or her knowledge, informa-
tion, and belief, there is good ground to support the
paper, including any allegations of improper conduct
contained or alleged therein; and

(4) It is not interposed for delay.

(b) Any practitioner knowingly violating the provi-
sions of this section is subject to disciplinary zction.
See § 10.23(c)(15).

[50 FR 5175, Feb. 6, 1985, effective date Mar. 8, 1985]

10.19 [Reserved]

PATENT aND TRADEMARK OFFICE CODE OF
PROFESSIONAL RESPONSIBILITY

[50 FR 5175, Feb. 6, 1985, effective date Mar. 8, 1985]

10.20 Canons and Disciplinary Rules.

(a) Canons are set out in §§10.21, 10.30, 10.46,
10.56, 10.61, 10.76, 10.83, 10.100, and 10.110. Canons
are statements of axiomatic norms, expressing in gen-
eral terms the standards of professional conduct ex-
pected of practitioners in their relationships with the
public, with the legal system, and with the legal pro-
fession.

(b) Disciplinary Rules are set out in §§ 10.22-10.24,
10.31-10.40, 10.47-10.57, 10.62-10.68, 10.77, 10.78,
10.84, 10.85, 10.87-10.89, 10.92, 10.93, 10.101-10.103,
10.111, and 10.112. Disciplinary Rules are mandatory
in character and state the minimum level of conduct
below which no practitioner can fall without being
subjected to disciplinary action.

{50 FR 5175, Feb. 6, 1985, effective date Mar. 8, 1985]

10.21 Canon 1.

A practitioner should assist in maintaining the in-
tegrity and competence of the legal profession.
{50 FR 5175, Feb. 6, 1985, effective date Mar. 8, 1985]

10.22 Maintaining integrity and competence of
the legal profession.

(a) A practitioner is subject to discipline if the prac-
titioner has made a materially false statement in, or if
the practitioner has deliberately failed to disclose a
material fact requested in connection with, the practi-
tioner’s application for registration or membership in
the bar of any United States court or any State court
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or his or her authonty to otherwme pmctlce before
the Office in trademark and other non-patent cases.
(b) A practitioner shall not further the application

for registration or membership in‘the bar of any.
United States court, State court, or administrative
agency of another person known by the practitioner

to be unqualified in respect to character, education, or
other relevant attribute.
[50 FR 5175, Feb. 6, 1985, effective date Mar. 8, 1985]

10.23 Misconduect.

(a) A practitioner shall not engage in disreputable
or gross misconduct.

(b) A practitioner shall not:

(1) Violate a Disciplinary Rule.

(2) Circumvent a Disciplinary Rule through actions
of another.

(3) Engage in illegal conduct involving moral turpi-
tude.

(4) Engage in conduct involving dishonesty, fraud,
deceit, or misrepresentation.

(5) Engage in conduct that is prejudicial to the ad-
ministration of justice.

(6) Engage in any other conduct that adversely re-
flects on the practitioner’s fitness to practice before
the Office.

(c) Conduct which constitutes a violation of para-
graphs (a) and (b) of this section includes, but is not
limited to:

(1} Conviction of a criminal offense involving
moral turpitude, dishonesty, or breach of trust.

(2) Knowingly giving false or misleading informa-
tion or knowingly participating in a material way in
giving false or misleading information, to:

(i) A client in connection with any immediate, pro-
spective, or pending business before the Office.

(ii) The Office or any employee of the Office.

(3) Misappropriation of, or failure to properly oz
timely remit, funds received by a practitioner or the
practitioner’s firm from a client to pay a fee which
the client is required by law to pay to the Office.

(4) Directly or indirectly improperly influencing,
attempting to improperly influence, offering or agree-
ing to improperly influence, or attempting to offer or
agree to improperly influence an official action of any
employee of the Office by:

(i) Use of threats, false accusations, duress, or coer-
cion,

(iiy An offer of any special inducement or promise
of advantage, or

(iii) Improperly bestowing of any gift, favor, or
thing of value.

(5) Suspension or disbarment from practice as an at-
torney or agent on ethical grounds by any duly con-
stituted authority of a State or the United States or, in
the case of a practitioner who resides in a foreign
country or is registered under § 10.6(c), by any duly
constituted authority of:

(i) A State,

(ii) The United States, or

(iii) The country in which the practitioner resides.
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(6) Knowmgly aldmg or abettmg a practmoner sus-f,

(7) Knowingly thhholdmg from the Office mfor-,

pended or excluded from practice before the Office in
engaging in unauthorized practice before the Office
under § 10.158.

mation identifying a patent or patent application of
another from which: one or more claims have been
copied. See §§ 1.604(b) and 1.607(c) of this subchap-
ter.

(8) Failing to inform a client or former client or
failing to timely notify the Office of an inability to
notify a client or former client of correspondence re-
ceived from the Office or the client’s or former cli-
ent’s opponent in an inter partes proceeding before the
Office when the correspondence (i) could have a sig-
nificant effect on a matter pending before the Office,
(ii) is received by the practitioner on behalf of a client
or former client and (jii) is correspondence of which a
reasonable practitioner would believe under the cir-
cumstances the client or former client should be noti-
fied.

(9) Knowingly misusing a certificate of mailing
under § 1.8 of this subchapter or a certificate of “Ex-
press Mail”’ under § 1.10 of this subchapter.

(10) Violating the duty of candor or good faith re-
quirements of § 1.56(a) of this subchapter.

(11) Knowingly filing, or causing to be filed, an ap-
plication which is subject to being stricken under
§ 1.56(c) of this subchapter.

(12) Knowingly filing, or causing to be filed, a friv-
olous complaint alleging a violation by a practitioner
of the Patent and Trademark Office Code of Profes-
sional Responsibility.

(13) Knowingly preparing or prosecuting a patent
application in violation of an undertaking signed
under § 10.6(e).

(14) Knowingly failing to advise the Director in
writing of any change which would preclude contin-
ued registration under § 10.6.

(15) Knowingly eig: mg a paper filed in the Office
in violation of the provisions of § 10.18 or making a
scandalous or indecent statement in a paper filed in
the Office.

(16) Willfully refusing to reveal or report knowl-
edge or evidence to the Director contrary to § 10.24
or paragraph (b) of § 10.131.

(17y Representing before the Office in a patent case
either a joint venture comprising an inventor and an
invention developer or an inventor referred to the
registered practitioner by an invention developer
when (i) the registered practitioner knows, or has
been advised by the Office, that a formal complaint
filed by a federal or state agency, based on any viola-
tion of any law relating to securities, unfair methods
of competition, unfair or deceptive acts or practices,
mail fraud, or other civil or criminal conduct, is pend-
ing before a federal or state court or federal or state
agency, or has been resolved unfavorably by such
court or agency, against the invention developer in
connection with invention development services and
(ii) the registered practitioner fails to fully advise the
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inventor of the existence. of the pendmg complaint or

unfavorable resolution. thereof prior to. undertaking or .

contmumg rcpresentatlon of the. _}omt venture .or in-

ventor. “Invention developer” means any person, and
any agent, employee, officer, partner, or independent
contractor: thereof, who is not a registered practmon-} :

er and who advertises invention development services

in media of general circulation or who enters into
contracts. for invention development services with

customers as a result of such advertisement. “Inven-
tion development services” means acts of invention
development required or promised to be performed,
or actually performed, or both, by an invention devel-
oper for a customer. “Invention development” means
the evaluation, perfection, marketing, brokering, or
promotion of an invention on behalf of a customer by
an invention developer, including a patent search,
preparation of a patent application, or any other act
done by an invention developer for conmsideration
toward the end of procuring or attempting to procure
a license, buyer, or patent for an invention. “Custom-
er” means any individual who has made an invention
and who enters into a contract for invention develop-
ment services with an invention developer with re-
spect to the invention by which the inventor becomes
obligated to pay the invention developer less than
$5,000 (not to include any additional sums which the
invention developer is to receive as a result of suc-
cessful development of the invention). “Contract for
invention development services” means a contract for
invention development services with an invention de-
veloper with respect to an invention made by a cus-
tomer by which the inventor becomes obligated to
pay the invention developer less than $5,000 (not to
include any additional sums which the invention de-
veloper is to receive as a result of successful develop-
ment of the invention).

(18) In the absence of information sufficient to es-
tablish a reasonable belief that fraud or inequitable
conduct has occurred, alleging before a tribunal that
anyone has committed a fraud om the Office or en-
gaged in inequitable conduct in a proceeding before
the Office.

(@) A practitioner who acts with reckless indiffer-
ence to whether a representation is true or false is
chargeable with knowledge of its falsity. Deceitful
statements of half-truths or concealment of material
facts chall be deemed actual fraud within the meaning

of this part.

[$0 FR 5175, Feb. 6. 1985, 50 FR 25073, June 17, 1985, effective
date Mar. 8, 1985}

10.24 Disclosure of information to authorities,

(a) A practitioner possessing unprivileged knowl-
edge of a violation of a Disciplinary Rule shall report
such knowledge to the Director.

(b) A practitioner possessing unprivileged knowl-
edge or evidence concerning another practitioner, em-
ployee of the Office, or a judge shall reveal fully such
knowledge or evidence upon proper request of a tri-
bunal or other authority empowered to investigate or
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act upon the conduct of practltloners, employees of .
the Office, or Judges , c e e o
{OMB Comrol No.-0651-0017.] :

{50 FR 5176, Feb. 6, 1985, eﬂ'ecuve date Mar. 8 1985]

10. 25—10 29 [Feserved]
10.30 Canon 2,

A practitioner should assist the legal profess.on in
fulfilling its duty to make legal counsel available.

{50 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985]

10.31 Communications concerning a practi-
tioner’s services.

(a) No practitioner shall with respect to any pro-
spective business before the Office, by word, circular,
letter, or advertising, with intent to defraud in any
manner, deceive, mislead, or threaten any prospective
applicant or other person having immediate or pro-
spective business before the Office.

(b) A practitioner may not use the name of a
Member of either House of Congress or of an individ-
ual in the service of the United States in advertising
the practitioner’s practice before the Office.

{¢) Unless authorized under § 10.14(b), a non-
lawyer practitioner shall not hold himself or herself
out as authorized to practice before the Office in
trademark cases.

(d) Unless a practitioner is an attorney, the practi-
tioner shall not hold himself or herself out:

(1) To be an attorney or lawyer or

(2) As authorized to practice before the Office in
non-patent and trademark cases.

[50 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985)

10.32 Advertising.

(a) Subject to § 10.31, a practitioner may advertise
services through public media, including a telephone
directory, legal directory, newspaper, or other period-
ical, radio, or television, or through written communi-
cations not involving solicitation as defined by
§ 10.33.

{b) A practitioner shall not give anything of value
to a person for recommending the practitioner’s serv-
ices, except that a practitioner may pay the reasonable
cost of advertising or written communication permit-
ted by this section and may pay the usual charges of a
not-for-profit lawyer referral service or other legal
service organization.

{c) Any communication made pursuant to this sec-
tion shall include the name of at least one practitioner
responsible for its contert.

[50 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985}

10.33 Direct contact with prospective clients.

A practitioner may not solicit professional employ-
ment from a prospective client with whom the practi-
tioner has no family or prior professional relationship,
by mail, in-person or otherwise, when a significant
motive for the practitioner’s doing so is the practition-
er's pecumiary gain under circumstances evidencing
undue influence, intimidation, or overreaching. The
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term “solicit"" includes  contact in person, by tele-
phone or telegraph, by letter or other writing, or by "
other communication directed to a specific recipient, -
but does not include letters addressed or advertising -
circulars distributed generally to persons not specifi-

cally known to need legal services of the kind provid-
ed by the practitioner in a particular matter, but who
are so situated that they might in general find such
services useful, B

[50 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985]

10.34 Communication of fields of practice.

A registered practitioner may state or imply that
the practitioner is a specialist as follows:

(@) A registered practitioner who is an attorney
may use the designation “Patents,” “Patent Attor-
ney,” “Patent Lawyer,” “Registered Patent Attor-
ney,” or a substantially similar designation.

(b) A registered practitioner who is not an attorney
may use the designation “Patents,” “Patent Agent,”
“Registered Patent Agent,” or a substantially similar
designation, except that any practitioner who was reg-
istered prior to November 15, 1938, may refer to him-
self or herself as a ““patent attorney.”

[30 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985]

10.3% Firm names and letterheads.

(@) A practitioner shall not use a firm name, letter-
head, or other professional designation that violates
§ 10.31. A trade name may be used by a practitioner
in private practice if it does not imply a current con-
nection with a government agency or with a public or
charitable legal services organization and is not other-
wise in violation of § 10.31.

(b) Practitioners may state or imply that they prac-
tice in a partnership or other organization only when
that is the fact.

[56 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985]

10.36 Fees for legal services.

(a) A practitioner shall not enter into an agreement
for, charge, or collect an illegal or clearly excessive
fee.

(b) A fee is clearly excessive when, after 2 review
of the facts, a practitioner of ordinary prudence
would be left with a definite and firm conviction that
the fee is in excess of a reasonable fee. Factors to be
considered as guides in determining the reasonable-
ness of a fee include the following:

(1) The time and labor required, the novelty and
difficulty of the questions involved, and the skill reg-
uisite to perform the legal service properly.

(2) The likelihiood, if apparent to the client, that the
acceptance of the particular employment will pre-
clude other employment by the practitioner.

(3) The fee customarily charged for similar legal

services. '
(4) The amount involved and the results obtained.

(5) The time limitations imposed by the client or by

the circumstances. ]
(6) The nature and length of the professional rela-

tionship with the client.

flev. 3, Gct. 1965
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(7) The ‘experience; ‘réputation, and " ability of the -

practitioner or practitioners performing the services.

(8) Whether the fee is fixed or contingent. =~
[50 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985)

10.37: - Division of fees among practitioners.

(a) A practitioner shall not divide a fee for legal
services with another practitioner who is not a part-
ner in or associate of the practitioner’s law firm or
law office, unless: “ ' '

(1) The client consents to employment of the other
practitioner after a full disclosure that a division of
fees will be made.

(2) The division is made in proportion to the serv-
ices performed and responsibility assumed by each.

(3) The total fee of the practitioners does not clear-
ly exceed reasonable compensation for all legal serv-
ices rendered to the client.

(b) This section does not prohibit ‘payment to a
former pariner or associate pursuant to a separation
or retirement agreement.

[50 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985]

10.38 Agreements restricting the practice of a
practitioner.

(a) A practitioner shall not be a party to or partici-
pate in a partnership or employment agreement with
another practitioner that restricts the right of a practi-
tioner to practice before the Office after the termina-
tion of a relationship crcated by the agreement,
except as a condition to payment of retirement bene-
fits.

(b) In connection with the settlement of a contro-
versy or suit, a practitioner shall not enter into an
agreement that restricts the practitioner’s right to
practice before the Office.

[50 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985]

10.39 Acceptance of employment.

A practitioner shall not accept employment on
behalf of a person if the practitioner knows or it is ob-
vious that such person wishes to:

(a) Bring a legal action, commence a proceeding
before the Office, conduct a defense, assert a position
in any proceeding pending before the Office, or other-
wise have steps taken for the person, merely for the
purpose of harassing or maliciously injuring any other
person.

(b) Present a claim or defense in litigation or any
proceeding before the Office that is not warranted
under existing law, unless it can be supported by good
faith argument for an extension, modification, or re-
versal of existing law.

[50 FR 5177, Feb. 6, 1985, effective date Mar. 8, 1985]

10.40 Withdrawal from employment.

(a) A practitioner shall not withdraw from employ-
ment in a proceeding before the Office without per-
mission from the Office (see §8 1.36 and 2.19 of this
subchapter). In any event, a practitioner shall not
withdraw from employment until the practitioner has
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taken’ reasonable steps to avord foresecable prejudrce
to the rights of the client, including giving due notice
to his or her client, allowing time for employment of
another practmoner, delivering to the client all papers
and property to which the client is entitled, and com-
plying with applicable laws and rules. A practltloner
who *‘withdraws from employment shall ' refund
promptly any part of a fee paid in advance that has
not been earned.

(b) Mandatory withdrawal. A practitioner represent-
ing a client before the Office shall withdraw from em-
ployment if:

(1) The practitioner knows or it is obvious that the
client is bringing a legal action, commencing a pro-
ceeding before the Office, conducting a defense, or
asserting a position in litigation or any proceeding
pending before the Office, or is otherwise having
steps taken for the client, merely for the purpose of
harassing or maliciously injuring any person;

(2) The practitioner knows or it is obvious that the
practitioner’s continued employment will result in vio-
lation of a Disciplinary Rule;

(3) The practitioner’s mental or physical condition
renders it unreasonably difficult for the practitioner to
carry out the employment effectively; or

(4) The practitioner is discharged by the client.

(c) Permissive withdrawal If paragraph (b) of this
section is not applicable, a practitioner may not re-
quest permission to withdraw in matters pending
before the Office unless such request or such with-
drawal is because:

(1) The petitioner’s client:

(i) Insists upon presenting a claim or defense that is
not warranted under existing law and cannot be sup-
ported by good faith argument for an extension, modi-
fication, or reversal of existing law;

(ii) Persomally seeks to pursue an illegal course of
conduct;

(iii) Insists that the practitioner pursue a course of
conduct that is illegal or that is prohibited under a
Disciplinary Rule;

(iv) By other conduct renders it unreasonably diffi-
cult for the practitioner to carry out the employment
effectively;

(v) Insists, in a matter not pending before a tribu-
nal, that the practitioner engage in conduct that is
contrary to the judgment and advice of the practition-
er but not prohibited under the Disciplinary Rule; or

(vi) Has failed to pay one or more bills rendered by
the practitioner for an unreasonable period of time or
has failed to honor an agreement to pay a retainer in
advance of the performance of legal services.

(2) The practntroner s continued employment is
likely to result in a violation of a Disciplinary Rule;

(3) The practitioner’s inability to work with co-
counsel indicates that the best interests of the client
likely will be served by withdrawal;

(4) The practitioner’s mental or physrcal condition
renders it difficult for the practitioner to carry out the
employment effectwe!y,

(5) The pracm:oners client knowingly and freely
assents to termination of the employment; or

R—101

10.56

6y The practltloner belleves in good farth ina pro-“
ceeding pending before the Office, that the Office will
find the existence of other good cause for withdrawal.

[SOFR 5178 Feb. 6, 1985 effective date Mar. 8, 1985])
10.41—10.45 [Reserved]

10.46 Canon 3.

A practitioner should assist in preventing the unau-
thorized practice of law.
[50 FR 5178, Feb. 6, 1985, effective date Mar. 8, 1985]

1047 Aiding unauthorized practice of law.

(a) A practitioner shall not aid a non-practitioner in
the unauthorized practice of law before the Office.

®) A practitioner shall not aid a suspended or ex-
cluded practmoner in the practlce of law before the
Office.

(c) A practitioner shall not aid a non-lawyer in the
unauthorized practice of law.

[50 FR 5178, Feb. 6, 1985, effective date Mar. 8, 1985]

10.48 Sharing legal fees.

A practitioner or a firm of practitioners shall not
share legal fees with a non-practitioner except that:

(a) An agreement by a practitioner with the practi-
tioner’s firm, partner, or associate may provide for the
payment of money, over a reasonable period of time
after the practitioner’s death, to the practitioner’s
estate or to one or more specified persons.

(b) A practitioner who undertakes to complete un-
finished legal business of a deceased practitioner may
pay to the estate of the deceased practitioner that pro-
portion of the total compensation which fairly repre-
sents the services rendered by the deceased practition-
er.

(c) A practitioner or firm of practitioners may in-
clude non-practitioner employees in a compensation
or retirement plan, even though the plan is based in
whole or in part on a profit-sharing arrangement, pro-
viding such plan does not circumvent another Disci-
plinary Rule.

[50 FR 5178, Feb. 6, 1988, effective date Mar. 8, 1985)

10.49 Forming a partnership with a non-practi-
tioner.

A practitioner shall not form a partnership with a
non-practitioner if any of the activities of the partner-
ship consist of the practice of vatent, trademark, or
other law before the Office.

[50 FR §178, Feb. 6, 1985, effective date Mar. 8, 1985)
10.50—10.55 [Reserved]

10.56 Canon 4.

A practitioner should preserve the confidences and
secrets cf a client.

{50 FR 5178, Feb. 6, 198S, effective date Mar. 8, 1985]
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10.57 _ Preservation of confidences and secrets

_ofaclient.
(a) “Confidence” refers to information protected by
the attorney-client or agent-client privilege under ap-
plicable law. “Secret” refers to other information

gained in the professional relationship that the client

has requested be held inviolate or the disclosure of

which would be embarrassing or would be likeiy to

be detrimental to the client.

(6) Except when permitted under paragraph (c) of
this section, a practitioner shall not knowingly:

(1) Reveal a confidence or secret of a client.

(2) Use a confidence or secret of a client to the dis-
advantage of the client.

(3) Use a confidence or secret of a client for the ad-
vantage of the practitioner or of a third person, uniess
the client consents after full disclosure.

(c) A practitioner may reveal:

(1) Confidences or secrets with the consent of the
client affected but only after a full disclosure to the
client.

(2) Confidences or secrets when permitted under
Disciplinary Rules or required by law or court order.

(3) The intention of a client to commit a crime and
the information necessary to prevent the crime.

(4) Confidences or secrets necessary to establish or
collect the practitioner’s fee or to defend the practi-
tioner or the practitioner’s employees or associates
against an accusation of wrongful conduct.

(d) A practitioner shall exercise reasonable care to
prevent the practitioner’s employees, associates, and
others whose services are utilized by the practitioner
from disclosing or using corfidences or secrets of a
client, except that a practitioner may reveal the infor-
mation allowed by paragraph (c) of this section
through an employee.

{$0 FR 5178, Feb. 6, 1985, effective date Mar. §, 1985]

10.58—10.60 [Reserved]

10.61 Canon 5.
A practitioner should exercise independent profes-
sional judgment on behalf of a client.

{56 FR 5179, Feb. 6, 1985, effective date Mas. 8, 1985]

10.62 Refusing employment when the interest
of the practitioner may impair the practition-
er’s independent professional judgment.

(2) Except with the consent of a client after full dis-
closure, a practitioner shall not accept employment if
the esercise of the practitioner’s professional judg-
ment on behalf of the client will be or reasonably may
be affected by the practitioner’s own financial, busi-
ness, property, or personal interests. '

(b) A practitioner shall not accept employment in a
proceeding before the Office if the practitioner knows
or it is obvious that the practitioner or another practi-
tioner in the practitioner’s firm ought to sign an affi-
davit to be filed in the Office or be called as a wit-
ness, except that the practitioner may undertake thf.'
employment and the practitioner or another practi-
tioner in the practitioner’s firm may testify:
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(1) I the testimony will relate solely to an uncon-.

tested matter. . . .. T
- (2) If the, testimony will relate solely to a matter of
formality and there is no reason to believe that sub-

stantial evidence vill be offered in opposition to the.

testimony. . = - . v :
- (3) If the testimony will relate solely to. the nature
and value of legal services rendered in the case by the
practitioner or the practitioner’s firm to the client.
(4) As to any matter, if refusal would work a sub-
stantial hardship on the client because of the distinc-
tive value of the practitioner or the practitioner’s firm

as counsel in the particular case.
[50 FR 5179, Feb. 6, 1985, effective date Mar. 8, 1985]

10.63 Withdrawal when the practitioner be-
comies a witness.

(a) If, after undertaking employment in a proceed-
ing in the Office, a practitioner learns or it is obvious
that the practitioner or another practitioner in the
practitioner’s firm ought to sign an affidavit to be
filed in the Office or be called as a witness on behalf
of a practitioner’s client, the practitioner shall with-
draw from the conduct of the proceeding and the
practitioner’s firm, if any, shall not continue represen-
tation in the proceeding, except that the practitioner
may continue the representation and the practitioner
or another practitioner in the practitioner’s firm may
testify in the circumstances enumerated in paragraphs
(1) through (4) of § 10.62(b).

(b) If, after undertaking employment in a proceed-
ing before the Office, a practitioner learns or it is ob-
vious that the practitioner or another practitioner in
the practitioner’s firm may be asked to sign an affida-
vit to be filed in the Office or be cailed as a witness
other than on behalf of the practitioner’s client, the
practitioner may continue the representation until it is
apparent that the practitioner’s affidavit or testimony
is or may be prejudicial to the practitioner’s client.

[50 FR 5179, Feb. 6, 1985, effective date Mar. 8, 1985)

10.64 Avoiding acquisition of interest in litiga-
tion or proceeding before the Office.

(a) A practitioner shall not acquire a proprietary in-
terest in the subject matter of a proceeding before the
Office which the practitioner is conducting for a
client, except that the practitioner may:

(1) Acquire a lien granted by law to secure the
practitioner’s fee or expenses; or

(2) Contract with a client for a reasonable contin-
gent fee; or

(3) In a patent case, take an interest in the patent as
part or ali of his or her fee.

(b) While representing a client in connection with a
contemplated or pending proceeding before the
Office, a practitioner shall not advance or guarantee
financial assistance to a client, except that a practi-
tioner may advance or guarantec the expenses of
going forward in a proceeding before the Office in-
cluding fees required by law 1o be paid to the Office,
expenses of investigation, espenses of medical exami-
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nation, and costs of otiaining and presenting evi-
dence, provided the client remains ultimately liable
‘ance any fee required to prevent or remedy an aban-

onment of a client’s application by reason of an act
or omission attributable to the practitioner and not to
the client, whether or not the client is ultimately

liable for such fee. _
[50 FR 5179, Feb. 6, 1985, effective date Mar. 8, 1985]

10.65  Limiting business relations with a client.
A practitioner shall not enter into a business trans-
action with a client if they have differing interests
therein and if the client expects the practitioner to ex-
ercise professional judgment therein for the protection
of the client, unless the client has consented after full
disclosure.
{0 FR 5179, Feb. 6, 1985, effective date Mar. 8, 1985]

10.66 Refusing to accept or continue employ-
gg&r if u.gl? interests of a;:eﬁewl}e%t may
naependent professio udgment

of the practitioner.

(a) A practitioner shall decline proffered employ-
ment if the exercise of the practitioner’s independent
professional judgment in behalf of a client will be or
is likely to be adversely affected by the acceptance of
the proffered employment, or if it would be likely to
involve the practitioner in representing differing inter-
ests, except to the extent permitted under paragraph

(c) of this section.

(b) A practitioner shall not continue multiple em-

loyment if the exercise of the practitioner’s inde-
pendent professional judgment in behalf of a client
will be or is likely to be adversely affected by the
practitoner’s representation of another client, or if it
would be likely to involve the practitioner in repre-
senting differing interests, except to the extent permit-
ted under paragraph (c) of this section.

(c) In the situations covered by paragraphs (a) and
(b) of this section a practitioner may represent multi-
ple clients if it is obvious that the practitioner can
adequately represent the interest of each and if each
consents to the representation after full disclosure of
the possible effect of such representation on the exer-
cise of the practitioner’s independent professional
judgment on behalf of each.

(d) If a practitioner is required to decline employ-
ment or to withdraw from employment under a Disci-
plinary Rule, no partner, or associate, or any other
practitioner affiliated with the practitioner or the
practitioner’s firm, may accept or continue such em-
ployment unless otherwise ordered by the Director o
Commissioner.

{50 FR 5179, Feb. 6, 1985, effective date Mar, 8, 1985}

10.67 Settling similar claims of clients.

A practitioner who represents two or more clients
shall not make or participate in the making of an ag-
regate settlement of the claims of or against the
actitiones’s clients, unless each client has consented
to the settlement after being advised of the existence

or such expenses. A practitioner may, however, ad-
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and nature of all the claims involved in the proposed.
settlement, of the total amount of the settlement, and
of the participation of each person in the settlement.
[50 FR 5179, Feb. 6, 1985, effective date Mar. 8, 1985]

10.68 = Avoiding influence by others than the
cliemt. ‘

(a) Except with the consent of the practitioncr’s
client after full disclosure, a practitioner shall not:

(1) Accept compensation from one other than the
practitioner’s client for the practitioner’s legal services
to or for the client.

(2) Accept from one other than the practitioner’s
client any thing of value related to the practitioner’s
representation of or the practitioner’s employment by
the client.

(b) A practitioner shall not permit a person who
recommends, employs, or pays the practitioner to
render legal services for another, to direct or regulate
the practitioner’s professional judgment in rendering
such legal services.

(c) A practitioner shall not practice with or in the
form of a professional corporation or association au-
thorized to practice law for a profit, if a non-practi-
tioner has the right to direct or control the profes-
sional judgment of a practitioner.

[50 FR 5180, Feb. 6, 1985, effective date Mar. 8, 1985]
10.69--10.75  [Reserved]

10.76 Canon 6.

A practitioner should represent a client competent-
ly.
{50 FR 5180, Feb. 6, 1985, effective date Mar. 8, 1985)

10.77 Failing to act competently.

A practitioner shall not:

(2) Handle a legal matter which the practitioner
knows or should know that the practitioner is not
competent to handle, without associating with the
practitioner another practitioner who is competent to
handle it.

(b) Handle a legal matter without preparation ade-
guate in the circumstances.

(c) Neglect a legal natter entrusted to the practi-
tioner.

{50 FR 5180, Feb. 6, 1985, effective date Mar. 8, 1985]

10.78 Limiting liability to client.

A practitioner shall not attempt to exonerate him-
self or herself from, or limit his or her liability to, a
client for his or her personal malpractice.

[50 FR 5180, Feb. 6, 1985, effective date Mar. 8, 1985)
10.79=-10.82  [Reserved]

10.83 Canon 7,

A practitioner should represent a client zealously
within the bounds of the law.

{50 FR 5180, Feb. 6, 1985, effective date Mar. 8, 1985)
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1084 = Representing a client zealously. =~
(a) A practitioner shall not intentionally: =
(1) Fail to seek the lawful objectives of a client

through reasonably available means permitted by law -
and the Disciplinary Rules, except as provided by

paragraph (b) of this section. A practitioner does not
violate the provisions of this section, however, by ac-
ceding to reasonable requests of opposing counsel
which do not prejudice the rights of the client, by
being punctual in fulfilling all professional commit-
ments, by avoiding offensive tactics, or by treating
with courtesy and consideration all persons involved
in the legal process.

(2) Fail to carry out a contract of employment en-
tered into with a client for professional services, but a
practitioner may withdraw as permitted under
§§ 10.40, 10.63, and 10.66.

(3) Prejudice or damage a client during the course
of a professional relationship, except as required
under this part. v

(b) In representation of a client, a practitioner may:

(1) Where permissible, exercise professional judg-
ment to waive or fail to assert a right or position of
the client.

(2) Refuse to aid or participate in conduct that the
practitioner believes to be unlawful, even though
there is some support for an argument that the con-
duct is legal.

[50 FR 5180, Feb. 6, 1985, effective date Mar. 8, 1985]

10.85 Representing a client within the bounds
of the law.

(2) In representation of a client, a practitioner shall
not:

(1) Initiate or defend any proceeding before the
Office, assert a position, conduct a defense, delay a
trial or proceeding before the Office, or take other
action on behalf of the practitioner’s client when the
practitioner knows or when it is obvious that such
action would serve merely to harass or maliciously
injure another.

(2) Knowingly advance a claim or defense that is
unwarranted under existing law, except that a practi-
tioner may advance such claim or defense if it can be
supported by good faith argument for an extension,
modification, or reversal of existing law.

(3) Conceal or knowingly fail to disclose that
which the practitioner is required by law to reveal.

(4) Knowingly use perjured testimony or false evi-
dence.

(5) Knowingly make a false statement of law or
fact.

(6) Participate in the creation or preservation of
evidence when the practitioner knows or it is obvious
that the evidence is false.

(7) Counsel or assist a client in conduct that the
practitioner knows to be illegal or fraudulent.

(8) Knowingly engage in other illegal conduct or
conduct contrary to a Disciplinary Rule.

(b) A practitioner who receives information clearly

establishing that:
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(1) A client has, in the course of the representation,

perpetrated a fraud upon a person or tribunal shall

promptly call upon the client to rectify the same, and
if the client refuses or is unable to do so the practi-

tioner shall reveal the fraud to the affected person or.

tribunal. . S

(2) A person other than a client has perpetrated a
fraud upon a tribunal shall promptly reveal the fraud
to the tribunal.
{50 FR 5180, Feb. 6, 1985, effective date Mar. 8, 1985)

10.86 [Reserved]

10.87 Communicating with one of adverse in-
terest.

During the course of representation of a client, a
practitioner shall not: '

(a) Communicatc or cause another to communicate
on the subject of the representation with a party the
practitioner knows to be represented by another prac-
titioner in that matter unless the practitioner has the
prior consent of the other practitioner representing
such other party or is authorized by law to do so. It
is not improper, however, for a practitioner to en-
courage a client to meet with an opposing party for
settlement discussions.

(b) Give advice to a person who is not represented
by a practitioner other than the advice to secure
counsel, if the interests of such person are or have a
reasonable possibility of being in conflict with the in-
terests of the practitioner’s client.

[50 FR 5180, Feb. &, 1985, effective date Mar. 8, 1985]

10.88 Threatening criminal prosecution,

A practitioner shall not present, participate in pre-
senting, or threaten to present criminal charges solely
to obtain an advantage in any prospective or pending
proceeding before the Office.

[50 FR 5180, Feb. 6, 1985, effective date Mar. 8, 1985]

10.689 Conduct in proceedings.

(a) A practitioner shall not disregard or advise a
client to disregard any provision of this Subchapter or
a decision of the Office made in the course of a pro-
ceeding before the Office, but the practitioner may
take appropriate steps in good faith to test the validity
of such provision or decision.

(b) In presenting a matter to the Office, a practi-
tioner shall disclose:

(1) Controlling legal authority known to the practi-
tioner to be directly adverse to the position of the
client and which is not disclosed by opposing counsel
or an employee of the Office.

(2) Unless privileged or irrelevant, the identities of
the client the practitioner represents and of the per-
sons who employed the practitioner.

(c) In appearing in a professional capacity before a
tribunal, a practitioner shall not:

(1) State or allude to any matter that the practition-
er has no reasonable basis to believe is relevant to the
case or that will not be supported by admissible evi-
dence.
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(2) Ask any question that the practitioner: has no
reasonable basis to believe is relevant to the case and
that is intended to degrade a witness or other person.

(3) Assert the practitioner’s personal knowledge of
the facts in issue, except-when testifying as a witness.

(4) Assert the practitioner’s personal opinion as to
the justness of a cause, as to the credibility of a wit-
ness, as to the culpability of a civil litigant, or as to
the guilt or innocence of an accused; but the practi-
tioner may argue, on the practitioner’s analysis of the
evidence, for any position or conclusion with respect
to the matters stated herein.

(5) Engage in undignified or discourteous conduct
before the Office (see § 1.3 of the subchapter).

(6) Intentionally or habitually violate any provision
of this subchapter or established rule of evidence.

[50 FR $180, Feb. 6, 1985, effective date Mar. 8, 1985}
10.90—10.91  [Reserved]

10.92 Contact with witnesses,

(a) A practitioner shall not suppress any evidence
that the practitioner or the practitioner’s client has a
legal obligation to reveal or produce.

(b) A practitioner shall not advise or cause a person
to be secreted or to leave the jurisdiction of a tribunal
for the purpose of making the person unavailable as a
witness therein.

(c) A practitioner shall not pay, offer to pay, or ac-
quiesce in the payment of compensation to a witness
contingent upon the content of the witness’ affidavit,
testimony or the outcome of the case. But a practi-
tioner may advance, guarantee, or acquiesce in the
payment of:

(1) Expenses reasonably incurred by a witness in at-
tending, testifying, or making an affidavit.

(2) Reasonable compensation to a witness for the
witness’ loss of time in attending, testifying, or
making an affidavit.

(3) A reasonable fee for the professional services of
an expert witness.

[50 FR 5181, Feb. 6, 1985, =ffective date Mar. 8, 1985}

10,93 Contact with officials.

(a) A practitioner shall not give or lend anything of
value to a judge, official, or employee of a tribunal
under circumstances which might give the appearance
that the gift or loan is made to influence official
action.

(b) In an adversary proceeding, including any inter
partes proceeding before the Office, a practitioner
shall not communicate, or cause another to communi-
cate, as to the merits of the cause with a judge, offi-
cial, or Office employee before whom the proceeding
is pending, except:

(1) In the course of official proceedings in the
cause.

(2) In writing if the practntloner promptly delivers a
copy of the writing to opposing counsel or to the ad-
verse party if the adverse party is not represented by
a practitioner.
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{(3): Orally: upon. adequate: notice. to: opposing coun-
sel or to the adverse party. if the adverse party is not
reprcsented by a practitioner. o

(4) As otherwise: authorized by law.

[S0 FK 5181 Feb 6, 1985 eﬁ‘cctwe date Mar. 8, 1985]
10.94~-10.99 [Reserved]

10.160 ‘Canon 8,

A practitioner should assist in improving the legal
system.
[50 FR 5181, Feb. 6, 1985, effective date Mar. 8, 1985)

10.101 Action as a public official.

(a) A practitioner who holds public office shall not:

(1) Use the practitioner’s public position to obtain,
or attempt to obtain, a special advantage in legislative
matters for the practitioner or for a client under cir-
cumstances where the practitioner knows or it is obvi-
ous that such action is not in the public interest.

(2) Use the practitioner’s public position to influ-
ence, or attempt to influence, a tribunal to act in
favor of the practitioner or of a client.

(3) Accept any thing of value from any person
when the practitioner knows or it is obvious that the
offer is for the purpose of influencing the practition-
er’s action as a public official.

(b) A practitioner who is an officer or employee of
the United States shall not practice before the Office
in patent cases except as provided in § 10.6(d).

{50 FR 5181, Feb. 6, 1985, effective date Mar. 8, 1985)

10.102 Statements concerning officials.

(a) A practitioner shall not knowingly make false
statements of fact concerning the qualifications of a
candidate for election or appoiniment to a judicial
office or to a position in the Office.

{(b) A practitioner shall not knowingly make false
accusations against a judge, other adjudicatory offi-
cer, or employee of the Office.

[SO FR 5181, Feb. 6, 1985, effective date Mar. 8, 1985)
10.103 Practitioner candidate for judicial
office.

A practitioner who is a candidate for judicial office
shall comply with applicable provisions of law.

{50 FR 5181, Feb. 6, 1985, effective date Mar. 8, 1985}
10.104—10.109 {Reserved]

10,110 Canon 9,
A practitioner should avoid even the appearance of
professional impropriety.
[50 FR 5181, Feb. 6, 1985, effective date Mar. 8, 1985)
10.111 Avoiding even the appearance of impro-
priety.

(a) A practitioner shall not accept private employ-
ment in a matter upon the merits of which he or she
has acted in a judicial capacity.
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®) A practitioner shall not-accept private employ-
ment in a matter in which he or she had permnal re-
sponsibility while a public employee. -~ -

) A practmoner shall not state or unply that the
practitioner is able to influence improperly or upon ir-
relevant grounds any tnbunal leglslatlve body, or
public official.

[50 FR 5181, Feb. 6, 1985, effective date Mar. 8, 1985]

10.112 Pregerving identity of funds and prop-
erty of client.

(a) All funds of clients paid to a practitioner or a
practitioner’s firm, other than advances for costs and
expenses, shall be deposited in one or more identifia-
ble bank accounts maintained in the United States or,
in the case of a practitioner having an office in a for-
eign country or registered under § 10.6(c), in the
United States or the foreign country.

(b) No funds belonging to the practitioner or the
practitioner’s firm shall be deposited in the bank ac-
counts required by paragraph (a) of this section
except as follows:

(1) Funds reasonably sufficient to pay bank charges
may be deposited therein.

(2) Funds belonging in part to a client and in part
presently or potentially to the practitioner or the
practitioner’s firm must be deposited therein, but the
portion belonging to the practitioner or the practition-
er’s firm may be withdrawn when due unless the right
of the practitioner or the practitioner’s firm to receive
it is disputed by the client, in which event the disput-
ed portion shall not be withdrawn until the dispute is
finally resolved.

(c) A practitioner shall:

(1) Promptly notify a client of the receipt of the cli-
ent’s funds, securities, or other properties.

(2) Identify and label securities and properties of a
client promptly upon feceipt and place them in a safe
deposit box or other place of safekeeping as soon as

practicable.
(3) Maintain complete records of all funds, securi-

ties, and other properties of 2 client coming into the
possession of the practitioner and render appropriate
accounts to the client regarding the funds, securities,

or other properties.
(4) Promptly pay or deliver to the client as request-

ed by a client the funds, securities, or other properties
in the possession of the practitioner which the client
is entitled to receive.

[OMB Control No. 0651-0017.}
{50 FR 5181, Feb. 6, 1985, effective date Mar. 8, 1985]

10.113-10.129 [Reserved]
INVESTIGATIONS AND DISCIPLINARY PROCEEDINGS

10.130 Reprimand, suspension or exclusion.

(a) The Commissioner may, after notice and oppor-
tunity for a hearing, (1) reprimand or (2) suspend or
exclude, either generally or in any particular case, any
individual, attorney, or agent shown to be incompe-
tent or disreputable, who is guilty of gross miscon-
duct, or vha violates a Disciplinary Rule.
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"« (b) Petitions to: dlsquallfy a practitioner in‘ex parte

~Or inter partes caseés-in the Office are not’ governed by

-8§10.130 ' through 10.170 -and " will be handled on a
’ case-by-case basis under such: condmons as the Com.

‘missioner deems appropnate
" [50 FR 518! Feb 6, 1985 eﬁ‘ectwe ‘date Mar. 8, 19851

10.131 Investlgations.

(a) The Du'ector is authorized to investigate possi-
ble viclations of Dlsclplmary Rules by practitioners.
See § 10.2(b)(2).

(b) Practitioners shall report and reveal to the Di-
rector any knowledge or evidence required by
§ 10.24. A practitioner shall cooperate with the Direc-
tor in connection with any investigation under para-
graph (a) of this section and with officials of the
Office in conmnection with any disciplinary proceeding
instituted under § 10.132(b).

(c) Any non-practitioner possessing knowledge or
information concerning a violation of a Disciplinary
Rule by a practitioner may report the violation to the
Director. The Director may require that the report be
presented in the form of an affidavit.

[50 FR 5181, Feb. 6, 1985, effective date Mar. 8, 1985)

10.132 Initiating @ disciplinary proceeding;
reference to an administrative law judge.

(@) If after conducting an investigation under
§ 10.131(a) the Director is of the opinion that a practi-
tioner has violated a Disciplinary Rule, the Director
shall, after complying where necessary with the pro,
visions of § U.S.C. 558(c), call a meeting of the Com
mittee on Discipline. The Committee on Discipline
shall then determine as specified in § 10.4(b) whether
a disciplinary proceeding shall be instituted under
paragraph (b) of this section.

(b) If the Committee on Discipline determines that
probable cause exists to believe that a practitioner has
violated a Disciplinary Rule, the Director shall insti-
tute a disciplinary proceeding by filing a complaint
under § 10.134. The complaint shall be filed in the
Office of the Director. A disciplinary proceeding may
result in:

(1) A reprimand, or

(2) Suspension or exclusion of a practitioner from
practice before the Office.

(c) Upon the filing of a complaint under § 10.134,
the Commissioner will refer the disciplinary proceed-
ing to an administrative law judge.

[50 FR 5181, Feb. 6, 1985, effective date Mar. 8, 1985)

10,133 Conference between Director and prace
titioner; resignation.

(a) General. The Director may confer with a practi-
tioner concerning possible violations by the practi-
tioner of a Disciplinary Rule whether or not a disci-
plinary proceeding has been instituted.

(b) Resignation. Any practitioner who is the subject
of an investigation under § 10.131 or against whom
complaint has been filed under § 10.134 may resig
from practice before the Office only by submitting
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‘with the Dlrector an afﬁdavtt statmg hlS or her dmu'e
to resign. :

(c) If filed prior to the date set by the admmlstra-
tlh\;e law_judge for a hearing, the afﬁdavnt shall state
that: ‘

(1) The resxgnatlon is freely and voluntanly prof-
fered;

(2) The practmoner is not acting under duress or
coercion from the Office;

(3) The practitioner is fully aware of the implica-
tions of filing the resignation;

(4) The practitioner is aware (i) of a pending inves-
tigation or (ii) of charges arising from the complaint
alleging that he or she is guilty of a violation of the
Patent and Trademark Office Code of Professional
Responsibility, the nature of which shall be set forth
by the practitioner to the satisfaction of the Director;

(5) The practitioner acknowledges that, if and when
he or she applies for reinstatement under § 10.160, the
Director will conclusively presume, for the limited
purpose of determining the application for reinstate-
ment, that:

(i) The facts upon which the complaint is based are
true and

(ii} The practitioner could not have successfully de-
fended himself or herself against (A) charges predicat-
ed on the violation under investigation or (B) charges
set out in the complaint filed against the practitioner.

(d) If filed on or after the date set by the adminis-
trative law judge for a hearing, the affidavit shall
make the stawluents required by paragraphs (b) (1)
through (4) of this section and shall state that:

(1) The practitioner acknowledges the facts upon
which the complaint is based are true; and

(2) The resignation is being submitted because the
practitioner could not successfully defend himself or
herself against (i) charges predicated on the violation
under investigation or (ii) charges set out in the com-
plaint.

{e) When an affidavit under paragraphs (b) or (c) of
this section is received while an investigation is pend-
ing, the Commissioner shall enter an order excluding
the practitioner “on consent.” When an affidavit
under paragraphs (b) or (c) of this section is received
after a complaint under § 10.134 has been filed, the
Director shall notify the administrative law judge.
The administrative law judge shall enter an order
transferring the disciplinary proceeding to the Com-
missioner and the Commissioner shall enter an order
excluding the practitioner “on consent.”

(f) Any practitioner who resigns from practice
before the Office under this section and who intends
to reapply for admission to practice before the Office
must comply with the provisions of § 10.158.

(g) Settlement, Before or after a complaint is filed
under § 10.134, a settlement conference may occur be-
tween the Director and a practitioner for the purpose
of settling any disciplinary matter. If an offer of set-
tlement is made by the Director or the practitioner
and is not accepted by the other, no reference to the
offer of settlement or its refusal shall be admissible in
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evtdence in- the dtscnplmary proceedmg unless both
the Director and the practitioner agree in writing.

{50 FR 5182, Feb. 6, 1985 effective date Mar. 8, 1985]

10.134 Cﬂmplamt. ,

(@ A complamt mstttutmg a dtscxphnary proceed-
ing shall:

(1) Name the practitioner, who may then be re-
ferred to as the “respondent.”

(2) Give a plain and concise description of the al-
leged violations of the Disciplinary Rules by the prac-
titioner.

(3) State the place and time for filing an answer by
the respondent.

(4) State that a decision by default may be entered
against the respondent if an answer is not timely filed.

(5) Be signed by the Director.

(b) A complaint will be deemed sufficient if it fairly
informs the respondent of any violation of the Disci-
plinary Rules which form the basis for the discipli-
nary proceeding so that the respondent is able to ade-
quately prepare a defense.

[50 FR 5182, Feb. 6, 1985, effective date Mar. 8, 1985]

10,135 Service of complaint.

{a) A complaint may be served on a respondent in
any of the following methods:

(1) By handing a copy of the complaint personally
to the respondent, in which case the individual hand-
ing the complaint to the respondent shall file an affi-
davit with the Director indicating the time and place
the complaint was handed to the respondent.

(2) By mailing a copy of the complaint by “Express
Mail” or first-class mail to:

(i) A registered practitioner at the address for
which separate notice was last received by the Direc-
tor or

(ii) A non-registered practitioner at the last address
for the respondent known to the Director.

(3) By any method mutually agreeable to the Direc-
tor and the respondent.

(b) If a complaint served by mail under paragraph
(a)}(2) of this section is returned by the U.S. Postal
Service, the Director shall mail a second copy of the
complaint to the respondent. If the second copy of
the complaint is also returned by the U.S. Postal
Service, the Director shall serve the respondent by
publishing an appropriate notice in the Official Gazerte
for four consecutive weeks, in which case the time for
answer shall be at least thirty days from the fourth
publication of the notice.

(c) If a respondent is a registered practitioner, the
Director may serve simultaneously with the complaint
a letter under § 10.11(b). The Director may require
the respondent to answer the § 10.11(b) letter within a
period of not less than 15 days. An answer to the
§ 10.11(b) letter shall constitute proof of service. If
the respondent fails to answer the § 10.11(b) letter, his
or her name will be removed from the register as pro-
vided by § 10.11(b).
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(d) If the respondent is represented by an attorney
under § 10.140(a), a copy of the complamt shall also
be sérved on the attorney.

[50 FR 5183, Feb, 6, 1985, effective date Mar. 8, 1985]

10.136 Answer to complamt

(a) Time ﬁ)r answer. An answer to a complamt shall
be filed within a time set in the complaint which shall
be not less than thirty days.

(b) With whom filed. The answer shall be filed in
writing with the administrative law judge. The time
for filing an answer may be extended once for a
period of no more than thirty days by the administra-
tive law judge upon a showing of good cause provid-
ed a motion requesting an extension of time is filed
within thirty days after the date the complaint is filed
by the Director. A copy of the answer shall be served
on the Director.

(c) Content, The respondent shall include in the
answer ‘a statement of the facts which constitute the
grounds of defense and shall specifically admit or
deny each allegation set forth in the complaint. The
respondent shall not deny a material allegation in the
complaint which the respondent knows to be true or
state that respondent is without sufficient information
to form a belief as to the truth of an allegation when
in fact the respondent possesses that information. The
respondent shall also state affirmatively special mat-
ters of defense.

(@) Failure to deny allegations in complaint. Every
allegation in the complaint which is not denied by a
respondent in the answer is deemed to be admitted
and may be considered proven. No further evidence
in respect of that allegation need be received by the
administrative law judge at any hearing. Failure to
timely file an answer will constitute an admission of
the allegations in the complaint.

(3) Reply by Director. No reply to an answer is re-
quired by the Director and any affirmative defense in
the answer shall be deemed to be denied. The Direc-
tor may, however, file a reply if he or she chooses or
if ordered by the administrative law judge.

[SO FR 5183, Feb. 6, 1985, 50 FR 25073, June 17, 1985, effective
date Mar. 8, 1985]
10.137 Supplemental complaint.

False statements in an answer may be made the
basis of a supplemental complaint.
[50 FR 5183, Feb. 6, 1985, effective date Mar. B, 1985]

10,138 Contested cage.

Upon the filing of an answer by the respondent, a
disciplinary proceeding shall be regarded as a contest-
ed case within the meaning of 35 U.S.C. 24. Evidence
obtained by a subpoena issued under 35 U.S.C. 24
shall not be admitted into the record or considered
unless leave to proceed under 35 U.S.C. 24 was previ-
ously authorized by the administrative law judge.

[50 FR 5183, Feb. 6, 1985, effective date Mar. 8, 1985]
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10.3139 . Administrative law judge; appointment;
' responsibﬂltxes, review of interlocutory
orders; stays.

(a) Appointment. An administrative law judge, -ap-
pointed under 5 U.S.C. 3105, shall conduct discipli-
nary proceedings as provided by this part.

(b) Responsibilities. The administrative law judge
shall have authority to:

(1) Administer oaths and affirmations;

(2) Make rulings upon motions and other requests;

(3) Rule upon offers of proof, receive relevant evi-
dence, and examine witnesses;

(4) Authorize the taking of a deposition of a witness
in lieu of personal appearance of the witness before
the administrative law judge;

(5) Determine the time and place of any hearing
and regulate its course and conduct;

(6) Hold or provide for the holding of conferences
to settle or simplify the issues;

{7) Receive and consider oral or written arguments
on facts or law;

(8) Adopt procedures and modify procedures from
time to time as occasion requires for the orderly dis-
position of proceedings;

(9) Make initial decisions under § 10.154; and

(10) Perform acts and take measures as necessary to
promote the efficient and timely conduct of any disci-
plinary proceeding.

(c) Time for making initial decision. 'The administra-
tive law judge shall set times and exercise control
over a disciplinary proceeding such that an initial de-
cision under § 10.154 is normally issued within six
months of the date a complaint is filed. The adminis-
trative law judge may, however, issue an initial deci-
sion more than six months after a complaint is filed if
in his or her opinion there exist unusual circumstances
which preclude issuance of an initial decision within
six months of the filing of the complaint.

(d) Review of interlocutory orders. An interlocutory
order of an administrative law judge will not be re-
viewed by the Commissioner zxcept:

(1) when the administrative law judge shall be of
the opinion (i) that the interlocutory order involvzs a
controlling question of procedure or law as to which
there is a substantial ground for a difference of cpin-
jon and (ii) that an immediate decision by the Com-
missioner may materially advance the ultimate termi-
nation of the disciplinary proceeding; or

(2) in an extraordinary situation where justice re-
quires review.

(e) Stays pending review of interlocutory order. 1f the
Director or a respondent seeks review of an interlocu-
tory order of an administrative law judge under para-
graph (b)(2) of this section, any time period set for
taking action by the administrative law judge shall
not be stayed unless ordered by the Commissioner or
the administrative law judge.

[50 FR 5183, Feb. 6, 1985, 50 FR 25073, June 17, 1985, effective
date Mar. 8, 1985]

R—108




- -PATENT RULES .- -

10140  Representative for Director or respond-
; ent, e L .

(a) A respondent may be represented before the
Office in connection with an investigation or discipli-
nary proceeding by an attorney. The attorney shall
file a written declaration that he or she is an attorney
within the meaning of § 10.1(c) and shall state:

(1) The address to whiich the attorney wants corre-
spondence related to the investigation or disciplinary
proceeding sent; and

(2) A telephone number where the attorney may be
reached during normal business hours.

(b) The Commissioner shall designate at least two
associate solicitors in the Office of the Solicitor to act
as representatives for the Director in disciplinary pro-
ceedings. In prosecuting disciplinary proceedings, the
designated associate solicitors shall not involve the
Solicitor or the Deputy Solicitor. The Solicitor and
the Deputy Solicitor shall remain insulated from the
investigation and prosecution of all disciplinary pro-
ceedings in order that they shall be available as coun-
sel to the Commissioner in deciding disciplinary pro-
ceedings.

{50 FR 5183, Feb. 6, 1985, effective date Mar. 8, 1985]

10.141 Filing of papers.

(a) The provisions of § 1.8 of this subchapter do not
apply to disciplinary proceedings.

(b) All papers filed after the complaint and prior to
entey of an initial decision by the administrative law
judge shall be filed with the administrative law judge
at an address or place designated by the administra-
tive law judge. All papers filed after entry of an initial
decision by the administrative law judge shall be filed
with the Director. The Director shall promptly for-
ward to the Commissioner any paper which requires
action under this part by the Commissioner.

(c) The administrative law judge or the Director
may provide for filing papers and other matters by
hand or by “Express Mail.”

(50 FR 5184, Feb. 6, 1985, effective date Mar. 8, 1985]

10.142 Service of papers.

(@) All papers other than a complaint shall be
served on a respondent represented by an attorney by:

(1) Delivering 2 copy of the paper to the office of
the attorney; or

(2) Mailing a copy of the paper by first-class mail
or “Express Mail” to the attorney at the address pro-
vided by the attorney under § 10.140(a)(1); or

(3) Any other method mutually agreeable to the at-
torney and a representative for the Director.

(b) All papers other than a complaint shall be
served on a respondent who is not represented by an
attorney by:

(1) Delivering a copy of the paper to the respond-
ent; or

(2) Mailing a copy of the paper by first-class mail
or “Express Mail” to the respondent at the address to
which a complaint may be served or such other ad-
dress as may be designated in writing by the respond-

ent; or
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- {3) Any other method mutually agreeable to the re-

spondent and- a representative of the Director.’

- (c) A respondent shall serve on the representative
for the Director one copy of each paper filed with
the administrative law judge or the Director. A paper
may be served on the representative for the Director
by: ‘ ‘

(1) Delivering a copy of the paper to the represent-
ative; or

(2) Mailing a copy of the paper by first-class mail
or “Express Mail” to an address designated in writing
by the representative; or

(3) Any other method mutually agreeable to the re-
spondent and the representative.

(d) Each paper filed in a disciplinary proceeding
shall contain therein a certificate of service indicating:

(1) The date on which service was made; and

(2) The method by which service was made.

(e) The administrative law judge or the Commis-
sioner may require that a paper be served by hand or
by "“Express Mail.”

() Service by mail is completed when the paper
mailed in the United States is placed into the custody
of the U.S. Postal Service.

{50 FR 5184, Feb. 6, 1985, effective date Mar. 8, 1985)

10.143 Moticns,

Motions may be filed with the administrative law
judge. The administrative law judge will determine on
a case-by-case basis the time period for response to a
motion and whether replies to responses will be au-
thorized. No motion shall be filed with the adminis-
trative law judge unless such motion is supported by a
written statement by the moving party that the
moving party or attorney for the moving party has
conferred with the opposing party or attorney for the
opposing party in an effort in good faith to resolve by
agreement the issues raised by the motion and has
been unabie to reach agreement. If issues raised by a
motion are resolved by the parties prior to a decision
on the motion by the administrative law judge, the
parties shall promptly notify the administrative law
judge.

[50 FR 5184, Feb. 6, 1985, effective date Mar. 8, 1985}

10.144 Hearings.

(a) The administrative law judge shall preside at
hearings in disciplinary proceedings. Hearings will be
stenographically recorded and transcribed and the tes-
timony of witnesses will be received under oath or af-
firmation. The administrative law judge shall conduct
hearings in accordance with 5 U.S.C. 556. A copy of
the transcript of the hearing shall become part of the
record. A copy of the transcript shall be provided to
the Director and the respondent at the expense of the
Office.

(b) If the respondent to a disciplinary proceeding
fails to appear at the hearing after a notice of hearing
has becen given by the administrative law judge, the
administrative law judge may deem the respondent to
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have waived the: right to'a hearing and may’ proceed
with the hearing in the absence of the respondent.

(c) A hearing under this section will not be open to
the public except that the Director may grant a re-
quest by -a respondent to open his or her hedring to
the public and make the record of the disciplinary
proceeding available for public inspection, provided,
Agreement is reached in advance to exclude from
public disclosure information which is privileged or
confidential under applicable laws or regulations. If a
disciplinary proceeding results in disciplinary action
against a practitioner, and subject to § 10.159(c), the
record of the entire disciplinary proceeding, including
any settlement agreement, will be available for public
inspection.

[50 FR 5184, Feb. 6, 1985, effective date Mar. 8, 1985]
10.145 Proof; variance; amendment of plead-
ings.

In case of a variance between the evidence and the
allegations in a complaint, answer, or reply, if any,
the administrative law judge may order or authorize
amendment of the complaint, answer, or reply to con-
form to the evidence. Any party who would other-
wise be prejudiced by the amendment will be given
reasonable opportunity to meet the allegations in the
complaint, answer, or reply, as amended, and the ad-
ministrative law judge shall make findings on any
issue presented by the complaint, answer, or reply as
amended.

{50 FR 5184, Feb. 6, 1985, effective date Mar. 8, 1985]

1014610148  [Reserved]

10.149 Burden of proof.

In a disciplinary proceeding, the Director shall
have the burden of proving his or her case by clear
and convincing evidence and a respondent shall have
the burden of proving any affirmative defense by
clear and convincing evidence.

[0 FR 5184, Feb. 6, 1985, effective date Mar. 8, 1985]

10.150 Evidence.

{a) Rules of evidence. The rules of evidence prevail-
ing in courts of law and equity are not controlling in
hearings in disciplinary proceedings. However, the
administrative law judge shall exclude evidence
which is irrelevant, immaterial, or unduly repetitious.

(b) Depositions. Depositions of witnesses tzken pur-
suant to § 10.151 may be admitted as evidence.

(c) Government documents. Official documents,
records, and papers of the Office are admissible with-
out extrinsic evidence of authenticity. These docu-
ments, records and papers may be evidenced by a
copy certified as correct by an employee of the
Office.

(d) Exhibits. If any document, record, or other
paper is introduced in evidence as an exhibit, the ad-
ministrative law judge may authorize the withdrawal
of the exhibit subject to any conditions the administra-
tive law judge deems appropriate.

(e) Objections. Objections to evidence will be in
short form, stating the grounds of objection. Objec-
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‘tions ‘and rolings on ‘objections will be a paft;"’(z)f “the

record. No exception to the ruling is necessary to pre-
serve the rights of the parties. -

10.151 Deposltmns. :

(a) Depositions for use at the hearing in lieu of per-
sonal appearance of a witness before the administra-
tive law judge may be taken by respondent or the Di-
rector upon a showing of good cause and with the ap-
proval of, and under such conditions as may be
deemed appropriate by, the administrative law judge.
Depositions may be taken upon oral or written ques-
tions, upon not less than ten days written notice to
the other party, before any officer authorized to ad-
minister an oath or affirmation in the place where the
deposition is to be taken. The requirement of ten days
notice may be waived by the parties and depositions
may then be taken of a witness and at a time and
place mutually agreed to by the parties. When a depo-
sition is taken upon written questions, copies of the
written questions will be served upon the other party
with the notice and copies of any written cross-ques-
tions will be served by hand or “Express Mail” not
less than five days before the date of the taking of the
deposition unless the parties mutually agree otherwise.
A party on whose behalf a deposition is taken shall
file a copy of a transcript of the deposition signed by
a court reporter with the administrative law judge
and shall serve one copy upon the opposing party.
Expenses for a court reporter and preparing, serving,
and filing depositions shall be borne by the party at
whose instance the deposition is taken.

(b) When the Director and the respondent agree in
writing, a deposition of any witness who will appear
voluntarily may be taken under such terms and condi-
tion as may be mutually agreeable to the Director and
the respondent. The deposition shall not be filed with
the administrative law judge and may not be admitted
in evidence before the administrative law judge unless
he or she orders the deposition admitted in evidence.
The admissibility of the deposition shall lie within the
discretion of the administrative law judge who may
reject the deposition on any reasonable basis including
the fact that demeanor is involved and that the wit-
ness should have been called to appear personally
before the administrative law judge.

{50 FR 5185, Feb. 6, 1985, effective date Mar. 8, 1985)

10,152 Discovery.

Discovery shall not be authorized except as fol-
lows:

(a) After an answer is filed under § 10.136 and
when a party establishes in a clear and convincing
manner that discovery is necessary and relevant, the
administrative law judge, under such conditions as he
or she deems appropriate, may order an opposing
party to:

(1) Answer a reasonable number of written requests
for admission or interrogatories;
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(2) Produce for inspection and copying a reasonable
number of documents; and

(3) Produce for inspection a reasonable number of
things other than documents.

(b) Discovery shall not be authorized under para-
graph (a) of this section of any matter which:

(1) Will be used by another party solely for im-
peachment or cross-examination;

s 1(3 Is not available to the party under 35 U.S.C.

(3) Relates to any disciplinary proceeding com-
menced in the Patent and Trademark Office prior to
March 8, 1985;

(4) Relates to experts except as the administrative
law judge may require under paragraph (e) of this
section.

(5) Is privileged; or

(6) Relates to mental impressions, conclusions, opin-
ions, or legal theories of any attorney or other repre-
sentative of a party.

(c) The administrative law judge may deny discov-
ery requested under paragraph (a) of this section if
the discovery sought:

(1) Wil unduly delay the disciplinary proceeding;

(2) Will place an undue burden on the party re-
quired to produce the discovery sought; or

(3) Is available (i) generally to the public, (ii) equal-
ly to the parties; or (iii) to the party seeking the dis-
covery through another source.

(d) Prior to authorizing discovery under paragraph
(a) of this section, the administrative law judge shall
require the party seeking discovery to file a motion
(§10.143) and explain in detail for each request made
how the discovery sought is necessary and relevant to
an issue actually raised in the complaint or the
answer.

(e} The administrative law judge may require par-
ties to file and serve, prior to any hearing, a pre-hear-
ing statement which contains:

(1) A list (together with a copy) of all proposed ex-
hibits to be used in connection with a party’s case-in-
chief,

(2) A list of proposed witnesses,

(3) As to each proposed expert witness:

(i) An identification of the field in which the indi-
vidual will be qualified as an expert;

(ii) A statement as to the subject matter on which
the expert is expected to testify; and

(iii) A statement of the substance of the facts and
opinions to which the expert is expected to testify,

(4) The identity of government employees who
have investigated the case, and

(5) Copies of memoranda reflecting respondent’s
own statements to administrative representatives.

(H) After a witness testifies for a party, if the oppos-
ing party requests, the party may be required to
produce, prior to cross-examination, any written state-
ment made by the witness.

[50 FR 5185, Feb. 6, 1985, effective date Mar. 8, 1985]
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Proposed  findings and conclusnons'
post-hearing memorandum.

Except in cases when the respondent has failed to
answer the complaint, the administrative law judge,
prior to making an initial decision, shall afford the
parties a reasonable opportunity to submit proposed
findings and conclusions and a post-hearing memoran-
dum in support of the proposed findings and co:ciu-
sions.

[50 FR 5185, Feb. 6, 1985, effective date Mar. 8, 1985}

10.154 Initial decision of administrative law
judge.

(2) The administrative law judge shall make an ini-
tial decision in the case. The decision will include (1)
a statement of findings and conclusions, as well as the
reasons or basis therefore with appropriate references
to the record, upon all the material issues of fact, law,
or discretion presented on the record, and (2) an
order of suspension or exclusion from practice, an
order of reprimand, or an order dismissing the com-
plaint. The administrative law judge shall file the de-
cision with the Director and shall transmit a copy to
the representative of the Director and to the respond-
ent. In the absence of an appeal to the Commissioner,
the decision of the administrative law judge will,
without further proceedings, become the decision of
the Commissioner of Patents and Trademarks thirty
(30) days from the date of the decision of the adminis-
trative law judge.

(b) The initial decision of the administrative law
judge shall explain the reason for any penalty or rep-
rimand, suspension or exclusion. In determining any
penalty, the following should normally be considered:

(1) The public interest;

(2) The seriousness of the violation of the Discipli-
nary Rule;

(3) The deterrent effects deemed necessary;

(4) The integrity of the legal profession; and

(5) Any extenuating circumstances.

{50 FR 5185, Feb. 6, 1985, 50 FR 25073, June 17, 1985, effective
date Mar. 8, 1985}

10.155 Appesl to the Commissioner.

(a) Within thirty (30) days from the date of the ini-
tial decision of the administrative iaw judge under
§ 10.154, either party may appeal to the Commission-
er. An appeal by the respondent will be filed with the
Director in duplicate and will include exceptions to
the decisions of the administrative law judge and sup-
porting reasons for those exceptions. If the Director
files the appeal, the Director shall serve a copy of the
appeal. Within thirty (30) days after receipt of an
appeal or copy thereof, the other party may file a
reply brief, in duplicate with the Director. If the Di-
rector files the reply brief, the Director shall serve a
copy of the reply brief. Upon the filing of an appeal
and a reply brief, if any, the Director shall transmit
the entire record to the Commissioner.
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. (b) The appeal will be decided by the Commission-
er on the record made before the administrative law
judge.
(c) The Commissioner may order reopening of a
disciplinary proceeding in. accordance with the princi-
_ ples which govern the granting of new trials. Any re-
‘quest to reopen a dlscxplmary proceeding on the basis
of newly discovered evidence must demonstrate that
the newly discovered evidernice could not have been
discovered by due diligence.

[SO FR 5185, Feb. 6, 1985, effective date Mar. 8, 1985]

10.156 Decision of the Commissioner.

(a) An appeal from an initial decision of the admin-
istrative law judge shall be decided by the Commis-
sioner. The Commissioner may affirm, reverse, or
modify the initial decision or remand the matter to
the administrative law judge for such further proceed-
ings as the Commissioner may deem appropriate.
Entry of a decision by the Commissioner is a final
agency action in a disciplinary proceeding. In making
a final decision, the Commissioner shall review the
record or those portions of the record as may be cited
by the parties in order to limit the issues. The Com-
missioner shall transmit a copy of the final decision to
the Director and to the respondent.

(b)Y A final decision of the Commissioner may dis-
miss a disciplinary proceeding, reprimand a practition-
er, or may suspend or exclude the practitioner from
practice before the Office.

[50 FR 5186, Feb. 6, 1985, effective date Mar. 8, 1985}

10.187 Review of Commissioner’s final deci-
sion.

(a) Review of the Commissioner’s final decision in a
disciplinary case may be had by a petition filed in the
United States District Court for the District of Co-
lumbia. See 35 U.S.C. 32 and Local Rule 1-26 of the
United States Districe Court for the District of Co-
jumbia.

(b) The Commissioner may stay a final decision
pending review of the Commissioner’s final decision.

{50 FR 5186, Feb. 6, 1985, effective date Mar. 8, 1985}

10.158 Suspended or excluded practitioner.

(a) A practitioner who is suspended or excluded
from practice before the Office under § 10.156(b) shall
not engage in unauthorized practice of patent, trade-
mark and other non-patent law before the Office.

(b) Unless otherwise ordered by the Commissioner,
any practitioner who is suspended or excluded from
practice before the Office under § 10.156(b) shall:

(1) Within 30 days of entry of the order of suspen-
sion or exclusion, notify all bars of which he or she is
a member and all clients of the practitioner for whom
he or she is handling matters before the Office in sep-
arate written communications of the suspension or ex-
clusion and shall file a copy of each written communi-
cation with the Director.

(2) Within 30 days of entry of the order of suspen-
sion or exclusion, surrender a client’s active Office
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case files -to..(i) ‘the ‘client.or. (n) another pracnt:oner
designated by the client.

(3) Not hold himself or herself out as authonzed
practice law before the Office.

(4) Promptly take: any 'necéssary and appropnate
steps to remove: from-any telephone, legal, or other
directory any advertisement, statement, or representa-
tion which would reasonably suggest that the practi-
tioner is authorized to practice patent, trademark or
other non-patent law before the Office, and within 30
days of taking those steps, file with the Director an
affidavit describing the precise nature of the steps
taken.

(5) Not advertise the practitioner’s availability or
ability to perform or render legal services for any
person having immediate, prospective, or pending
business before the Office.

(6) Not render legal advice or services to any
person having immediate, prospective, or pending
business before the Office as to that business.

(7) Promptly take steps to change any sign identify-
ing a practitioner’s or the practitioner’s firm’s office
and the practitioner’s or the practitioner’s firm’s sta-
tionery to delete therefrom any advertisement, state-
men:, or representation which would reasonably sug-
gest that the practitioner is authorized to practice law
before the Office.

(8) Within 30 days, return to any client any un-
earned funds, including any unearned retainer fee, and
any securities and property of the client.

(c) A practitioner who is suspended or exclude’
from practice before the Office and who aids anothe
practitioner in any way in the other practitioner’s
practice of law before the Office, may, under the
direct supervision of the other practitioner, act as a
para-legal for the other practitioner or perform other
services for the other practitioner which are normally
performed by lay-persons, provided:

(1) The practitioner who is suspended or excluded
is:

(i) A salaried employee of:

(A) The other practitioner;

(B) The other practitioner’s law firm; or

(C) A client-employer who employs the other prac-
titioner as a salaried employee;

(2) The other practitioner assumes full professional
responsibility to any client and the Office for any
work performed by the suspended or excluded practi-
tioner for the other practitioner;

(3) The suspended or excluded practitioner, in con-
nection with any immediate, prospective, or pending
business before the Office, does not:

(i) Communicate directly in writing, orally, or oth-
erwise with a client of the other practitioner;

(ii) Render any legal advice or any legal services to
a client of the other practitioner; or

(iil) Meet in person or in the presence of the other
practitioner with:

(A) Any Office official in connection with the pros-
ecution of any patent, trademark, or other case;
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(B) A'_"gny client of the other practitioner, the other
* practitioner’s law firm, or the client-employer of the
other practitioner; -~ = R

(C) Any witness or potential witness which the
other practitioper, the other practitioner’s law firm, or
the other practitioner’s client-employer may or in-
tends to Call as a witness in any proceeding before the
Office. The term “witness” includes individuals who
will testify orally in a proceeding before, or sign an
affidavit Or any other document to be filed in, the
Office.

(d) When 3 suspended or excluded practitioner acts
as a para-lega]l or performs services under paragraph
(c) of this section, the suspended or excluded practi-
tioner shall pot thercafter be reinstated to practice
before the Office unless:

1) The suyspended or excluded practitioner shall
have filed with the Director an affidavit which (i) ex-
plains i detai] the precise nature of all para-legal or
other Séfvices performed by the suspended or ex-
cluded Practitioner and (ii) shows by clear and con-
vincing €Vidence that the suspended or excluded prac-
titioner has complied with the provisions of this sec-
tion and all Disciplinary Rules, and

(2) The other practitioner shall have filed with the
Directof & written statement which (i) shows that the
other practitioner has read the affidavit required by
subparagraph (d)(1) of this section and that the other
practitlonNe€r believes every statement in the affidavit
to be tru€ and (ii) states why the other practitioner
believes that the suspended or excluded practitioner
has complied with paragraph (c) of this section.

{50 FR 5186, Feb, 6, 1985, effective date Mar. 8, 1985]

10.159 Wotice of suspension or exclusion.

(a) Upon issuance of a final decision reprimanding a
practitioner or suspending or excluding a practitioner
from practice before the Office, the Director shall
give notice of the final decision to appropriate em-
ployees of the Office and to interested departments,
agencie$ and courts of the United States. The Direc-
tor shall also give notice to appropriate authorities of
any Stat€ in which a practitioner is known to be a
member Of the bar and any appropriate bar associa-
tion.

(b) The Disector shall cause to be published in the
Officia! Gazetre the name of any practitioner suspend-
ed or exCluded from practice. Unless otherwise or-
dered by the Commissioner, the Director shall publish
in the Official Gazette the name of any practitioner
reprimanded by the Commissioner.

(¢) The Director shall maintain records, which shall
be available for public inspection, of every discipli-
nary proceeding where a practitioner is reprimanded,
suspended, or excluded unless the Commissioner
orders that the proceeding be kept confidential.

(50 FR 5187, Feb, 6, 1985, effective date Mar. 8, 1985]
10.160  Petition for reinstatement,

(a) A petition for reinstatement of a practitioner
suspended for a period of less than five years will not
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be ‘consider,e‘c‘i“gn_til__;{thc :pg;iod of suspension has

“passed. ,

(b) A petition for reinstatement of a practitioner ex-
cluded from practice will not be considered until five
years after the effective date of the exclusion.

(c) An individual who has resigned under § 10.133
or who has been suspended or excluded may file a pe-
tition for reinstatement. The Director may grant a pe-
tition for reinstatement when the individual makes a
clear and convincing showing that the individual will
conduct himself or herself in accordance with the reg-
ulations of this part and that granting a petition for re-
instatement is not contrary to the public interest. As a
condition to reinstatement, the Director may require
the individual to:

(1) Meet the requirements of §10.7, including
taking and passing an examination under § 10.7(b} and

(2) Pay all or a portion of the costs and expenses,
not to exceed $1,500, of the disciplinary proceeding
which led to suspension or exclusion.

(d) Any suspended or excluded practitioner who
has violated the provisions of § 10.158 during his or
her period of suspensicn or exclusion shall not be en-
titled to reinstatement until such time as the Director
is satisfied that a period of suspension equal in time to
that ordered by the Comissioner or exclusion for
five years has passed during which the suspended or
excluded practitioner has complied with the provi-
sions of § 10.158.

(e) Proceedings on any petition for reinstatement
shall be open to the public. Before reinstating any sus-
pended or excluded practitioner, the Director shall
publish in the Official Gazette a notice of the suspend-
ed or excluded practitioner’s petition for reinstatement
and shall permit the public a reasonable opportunity
to comment or submit evidence with respect to the
petition for reinstatement.

[50 FR 5187, Feb. 6, 1985, effective date Mar. 8, 1985]

10.161 Savings clause.

(a) A disciplinary proceeding based on conduct en-
gaged in prior to the effective date of these regula-
tions may be instituted subsequent to such effective
date, if such conduct would continue to justify sus-
pension or exclusion under the provisions of this part.

(b) No practitioner shall be subject to a disciplinary
proceeding under this part based on conduct engaged
in before the effective date hereof if such conduct
would not have been subject to disciplinary action
before such effective date.

{50 FR 5187, Feb. 6, 1985, effective date Mar, 8, 1985]
10.162-10.169 [Reserved]

10.170 Suspension of rules.

(a) In an extraordinary situation, when justice re-
quires, any requirement of the regulations of this part
which is not a requirement of the statutes may be sus-
pended or waived by the Commissioner or the Com-
missioner’s designee, sua sponte, or on petition of any
party, including the Director or the Director’s repre-

Rev, i, Oct. 1985



10.170 MANUAL OF PATENT EXAMINING PROCEDURE

sentative, subject to such other requirements as may disciplinary proceeding unless ordered by the Com-
be imposed. o o missioner or an administrative law judge. ;
(b) Any petition under this section will not stay a {50 FR 5187, Feb. 6, 1985, effective date Mar. 8, 1985] .
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Paper and writing
. Petition from refusal to admit

INDEX—RULES RELATING TO PATENTS

Section -
A
Abandoned spplications: .
Abandonment by failure to prosecute 1.135
Abandonment for failure to pay iesue fee... 1.316
Destruction of. - 1.14
Express shandonment. 1.138
Not cited 1.108
Processing and retention fee 1.21()
Referred to in issued patents 1.14
Revival of. 1.137
When o public 1.14
Abandonment of application. (See Abandoned applica-
tions.)
Abstract of the disclosure 1.72
Access, petition for 1.14
Action by applicant $.111—1.138
Address of the Patent and Trademark Office 1.1
Box FWC 1.62(3i)
Box Interference 1.1(e)
Box M Fee. 1.1
Boz PCT . 1.1(b)
Box Reexam i.1¢c)
Administrator or executor, May make application and re-
cgive patent 1.42
Proof of authority. 1.44
Admission to practice. (See Attorneys and agents.)
Affidavit (see also Outh in petent application):
After sppeal 1.198
In support of application for reissue 1.17%
To overcome cited patent or publication. 1.131
Traversing grounds of rejection. 1.132
Agents, (See Attorneys and agents.)
Allowance and issue of patent:
Amendment after alfowance. 1.312
Delayed payment of issue fee 1.316, 1.317
Delivery of patent 1.315
Forfeited application 1.316
Tsguance of patent 1.314
Notice of aflowance 1.311, 1.313
Pasent to issue upon payment of issue fee........cerruee.. 1.311, 1.314
Patent to lapse if issue fee is not paid in full.......crueecvnnnenee 1.317
Patent withheld for nonpayment of issue fee...... ... 1.316
Reasons for 1.169
Withdrawal from issue. 1.313
Allowed claims statement of grounds for rejecting, by
Boatrd of Patent Appeals and Interferences..........coervomovennnere 1.196
Amendment:
Adding or substituting claims 1.119
Afier appeal i.116
After decision on appeal, based on new rejection of
Board of Patent Appeals and Interferences......cc.occervvceeee- 1.196
Afier final action 1.116
After notice of allowance 1.312
By patent owner. 1.530
Copying claim of another application.. 1.603
Copying claim of issued patent 1.607
Drawings 1.123
Entry and consideration of. 1.122
Erasures and insertions 1.121
Involving 8 departure from original INVERtiON...ccovcvervnscinrnrs 1.118
Manaer of making 1.121
May be required Ry
Not covered by ofigingl 08l ... imsinmmsssosissssossssssossssrnnsas 1.67
Wumbering of claims 1.126
O IRETUBIIETILS. ...vevvrrsssrrsirrossrssssessososissesseressssssosssssssasssssnes .1.124
OF claims 1.119
Of disclosure.....
Of drawiag,...
of speczﬁcatiaﬁ ............

5615
C1.121¢e), 1473
llmmof. ..... 133, 1191, 1115, 1,416, 1.121, 1.123, 1.124, 1.125

Propomd during IMErfErente. .ccovrerrcrsssecssosrorirsacssna
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Amendment:—Coatinued Secton
Right to amend L.111, 1115, 1116 1127
- Signature to, when no attorney or aget 1.33
Substitute spemﬁcauon . 1.125
"Time for. ' 1.135
_ To accompany motion to amend interference..... e 1.633
To applications in interference. 1.633
To correct insccuracies or prolixity 1117
To correspond to original drawing or specification................ 1.118
To preliminary statement in interference. 1.628
To reissues. 1.173, 1.174
To save from abandonment L1135
Appeal to Board of Patent Appeals and Interferences:
Action following decision 1.197
Affidavits after appeal 1.195
Brief. 1.192
Decision by Board 1.196
Examiner’s answer. 1.193
Fees 1.17
Hearing of. 1.194
New grounds for refusing a patent 1.196
Rehearing 1,197
Reopemng after decision 1,198
Reply brief. 1,193
Requisements of. 1.191
Statement of grounds for rejecting, by Board of Ap-
pesls 1.196
Time periods 1.191
Appesl to Court of Appeals for the Federal Circuit:
Fee provided by rules of court 1.301
From Board of Patent Appesls and Interferanoes. . o ovrerr 1.301
Notice and reasons of appeal 1.302
Time for. 1.302, 1.304
Applicant for patent 1.41—1.48
Change 1.48
Deceased or insane inventor. 1.42, 1.43
Executor or administrator 1.42
Informed of serial number of application 1.55
Joint changed to sole 1.48
Letters for, sent to attorney or agent 1.33
May be represented by an attorney Of agent........covvecresnsesserer 1.31
Personal attendance unnecessary 1.2
Required to conduct business with decorum and cour-
tesy 1.3
Required to report assistance received 1.33
Sole changed to joint 1.48
Sole changed to another sole 1.48
Application for patent (see also Abandoned applications,
Claims, Drawing, Examination of application Re-
issues, Specification):
Accepted and filed for examination only when com-
plete. 1.53
Access to . 114
Acknowledgement of filing 1.54
Alteration after execution forbidden 1.56
Alteration before execution 1.52
Arrangement 1.77
Continuation or division, reexecution not reguired.......... 1.60, 1.62
Copies of, furnished to applicants..............cocvvvrvmmisrcrsssneccsenens 1.59
Cross-references of related applications.............cvvvinvivnrscnronens 1.78
Deceased or insane inventor 1.42, 1.43
DECIATBUO. ..o.coveovrirrecssvrcissasesincsisisssssssiisssissiscossssssssrsiasssssssionon 1.68
Duty of disclosure viereesreresaressresrenerstenens 1.56
Execution in blank forbidden.....coevviniiceninvccncniinininnniininn 1.56
File Wrapper Continving apphication..............ccvveieninnnsnscsnann. 1.62
Filed by other than inventor.... , 1.47

Filing date.......vvveevvvervvrcivvnsissinsciniiseiosis v sssssisssssssisasssaens 1.53
Foreign language oath or declaration...............c.corvevvivrvarrnns 1.69
Formulas angd taBles........cevviviviverviicic vt 1.58
General feqUISIIES........ocovvirvinrerssrnsiinisnirierrinirins .. 1.51
ldentification required in letters CORCETNING........ocovvvrvrvvvrrrsiinins. 1.5
Improper applictions........ococrvvvvvvrrivvnriniranes 1.56

lncomp&eze papers not accepted and filed for esamina-
............... .1.53
lmﬂm«wm«m €1c., 10 be indieated......c.oo.covvvrcvnsimmissirisiressnen, 1.52
Rev. 1, Oct. 1965
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Ammtmn for patent—Continued f N Attorneys and agents—Contmued
Language, paper, writing, margin . 1.52 Office cannot aid in selection of. seseees 131
Later filing of oath and filing fee.. . e 1.53 Personal interviews with examiners ssimsnaitiiiioien 1113
Must be made by actual inventor, with exceptlons..........'.l 41, 1.46 - - Persons not regi~tered or recogaized iuveres -10.1
Names of all inventors required...... . 141, 1.53 - Power of atiorney or authorization of agent.....................;..; ..... . 1.34
New, after abandonment, may use old drawings....c.oeecoeverennee. 1.88 . Professional conduct e 10,20
Non-English language - 1.52 Registration of attorneys and agents 10.6
Owned by Government.........c........ 1.103 Removing names from registers 0.1
Papers having filing date not to be returned 1.59 Representative capacity 1.33, 1.34
:::nt: I.;tl‘ed .f»«l:pamu:l)::I e - : g: Representing conflicting parties... 1.613
7 application desirably TOZEther.....evnneecnecracccnninens ‘Required to conduct business with decorum and cour-
Parts of complet; application 1.51 tesy 1.3
;atem qpenffor Inspection L1t Requirements for registration 10.7
Rerol:;smi ;t:mic P 1.17, :ﬂ Revocation of power. 1.36
Rcscrvftion for futu:e agylication not permitted 1'79 Signature and certificate of attorncy 10.18
Retention fee pp permitted................... i"§3id) a.:}s!penmon or disbarment proceedings.........cccerrvernrne 'lO.lSO-l(l).olzg
. 0 may act as z
Scctes whle pondine T e, Withdrawal of 1.36
Serial number and filing date 1.54 Authorization of agents. (See Atiorneys and agents.)
Stricken from the files for irregularities ..1.56 B
Tables and formulas 1.58
TFo contain but one invention urnless connected...........ccocveereenr 1.141 Balance in deposit account......, 1.28
To whom made. 1.51 Basic filing fE€..........cuverenrerensirirmrrnesnnnssssssessscsssenarsessssstsenss 1.16
Two or more by same party with conflicting claims................ 1.78 Benefit of earlier application 1.78
Use of old drawing in new application 1.88 Bill in equity. (See Civil action.)
Arbitration award filing 1.335 Board Appeals. (See Appeal tc Board of Patent Appeals
Assignee: and Interferences.)
Correspondence held with assignee of entire interest................ 1.33 Box FWC 1.1(), 1.62
If of entire interest, patent may issue to him................... 1.46, 1.334 Box PCT 1.1¢5)
If of undivided part interest, correspondence will be Box Reexam 1.1(c)
held with inventor 1.33 Briefs:
If of undivided part interest, must assent to apphcauon At final hearing in interference 1.656
for reissue of patent 1.171, 1172 In petitions to Commissioner 1.181
If of undivided part interest, paient may issue jointly............... 1.46 On appeal to Board 1.192
May conduct prosecution of application 132 Business to be conducted with decorum and COUTtEsY.....ommmees 1.3
May take action in interference 1.643 Business to be transacted in writing 12
Patent will issue to, if assignment is recorded before
PBYMENE OF JSSUE FE.ovvrrrrrmrrrrrssrsrsassressssnssmssssramsssssssssanssssoess 1.334 C
Agssignments and recording: . .
ADSITECLS OF GiLe, TEE FOTrrrrrrrsrrroerersreeseesesssrsssmmsmsssesssessorereres 1.19(b) Ce;z:'lscate of correction ovons 1.322, l.lsgg
Conditional BEIENMENTS. .c.cvvrerrivrereerssersessssersssssesssesrsssssosesivocses 1.333 A : :
Date of receipt is date of record 1,332 Cehr':;sﬁt::tis :tf’:n:g;;ic'ed 1'312:
Fees £.21(h) h 5 :
If recorded before payment of issue fee, patent will Express mail.............. 1.10
issue to assignee. 1.334 Cen!ﬁcate, R'eexammauon 1.570
Must be recorded in Patent and Trademark Office to Certified copies of records, papers, etc 1.13
issue patent to assignee 1.334 Fee' for certification - 1.19(b)
Orders for copies of. 112 Chemical and mathematical formulas and tables..........cc.cc.coosveec.. 1.58
Patent may issue (o assignee 1.334 ggtatfon o; pr;or art in patent :.;»g;
Receipt of, acknowledged 1.332 1ation ol references .
Recorpdcd in regular orgder and returned 1.332 Civil action — — 1.303, 1.304
Recording of assignments 1.331 ClaAlmZ (:'jee :I.:o l?xammanon of applications): 118
Records open to public inspection .12 mendment o : .
Should idee;ify pgtent or a;;iicazion 1.331 Conflicting, same applicant or owner 1.78
What will be accepted for recording 1.331 Date of inventors of, . 1.110
Atomic energy applications reported to Department of Dependent..... 1.75
Energy 1.14 ll:ldlay btehm dependent fo;m :;:
Attorneys and agents: ore than one permitte .
Acting in a regf'nesemmive capacity 1.33, 1.34 Multiple dependent......... esonns .1.75
Advmiging“ ,,,,,,,,,, 10.32 lh\‘just cm}for’m to mv?nuon and specification...... l llg:
Agents, CERISTRUON Of....orvvirer orerissiscssssssossssssrsssssssosorsssssssss 10.6(b) OUICE OF TEJECHION Of.vvvecvvvirssissssmssvsiasrsisisisions .
Agngnmeng! will not operate as a revocation of pOWEr............. l.gé lgmtnb?rmﬂ Olf-.t- ......... - l.' |§?
ABEOCIBLC. cvivrevvirvarissvossssssscssssissssisssssssossosssossossassonsessossassns e 134 art of complete application.... v b
Attosneys at law, registration of.... . 10.6(8) Plant patent........coovmvnivivvniiiene .. 1.169
Certificate of good Standing...........covrrirsmsssisssssiissssssssiins 1.21¢a) Rejection of...... .. 1.106
Code of professional responsibility. .. 10.20 Required........o........ AR 1 R s 1.78
Committee on Enrolment. .. . vivissonisresinsrisoresssiosssesns 10.3 Twice or finally rejected before appeal..........coooveinvinienicnninn 1.191
FEr 05 BEMUSEUON. ...vevvevrievirerrvesrsrressiririsreasississssasosasssssssnsasssssss 1.21¢a) Commissioner of Patents and Trademarks (see also Peti-
Foreign patent attorneys and agents, registration of..... .. §0.6{cC) tion to Commissioner):
Former examiners, Tegistration of........co..ocmmvioironn, ... 10.6{e) AUGATEES OF vcveviiviiiinisiriciriricirirsisissiosicsesssersssissssrisessisinsssssasses ol
Gieneral powess 801 TECOBRILEd..........cccoovovvvmvrinnirisvcrrerississsers i.34 All communications to Patent and Trademark Office to
Goverament officers and employees as. e §O54) 18 BBATEEHEM £0...ovvevriveririvrrrrrresrvissssersvisisorssressssissssmsrssssssssoses i1
... 109 Cases decided by Board reopened only BY......covvvvrvivnrevnvirnns £.198

Limited fecOgBMIOn. ...o.oooccovoovrvirirsviriirniis
May be refused rem;gm!mn fur musconduct

Cyath and regIATAION (E6. .covirr it i 108

oo 10,15 Conduct of disharment proceedings.............. . 10,130
Initiates rEEKBMINBUON. .co.....ocoovrmrerrirrirriiirireieisiorsissssissississarsisns 1.520
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Commisglaner of Patents and Trademarks—Continued - ="
May discipline attorneys and agents 10.130
Reconsideration of cases decided by fOrmer....rerssssurmens 1.184
-Reissue in divisions referred to Li177
Return of papers in violation of rule .. 1.3

Complaints against examiners, how presented..... 13

Compasition of matter, speclmens of ingredients may be

required 1.93

Computer program listings 1.96

Concurrent office proceedmgs 1.565

Conduct of reexsmination proceedings. 1.550

Conflicting claims, same applicant or owner in two or

more applications 1.78

Continving epplication for invention disclosed and

claimed in prior application 1.60, 1.62

Coapies of patents, records, etc L1, 113, 113

Copies of records, fees 1.19(b), 1.59

Correction, certificate of. 1.322, 1.323

Correction of inventosship 1.48

Correspondence:

All letters and communications to the Office to be ed-
dressed to the Commissioner of Patents and Trade-
marks 11
Business with the Office to be transacted BY......comvevenrrorsmssnerier. 1.2
Discourteous communications seturned 1.3
Double, with different perties in interest not allowed.............. 1.33
Held with attorney or agent 1.33
{dentification of application or patent in letter relating
to. 1.5
May be held enclusively with assignee of entire inter-
est 1.32
Nature of. 14
Patent owners in reexamination 1.33(c)
Receipt of letters and papers 1.6
Resumed with principal, if power or authorization is
revoked 1.36
Rules for conducting in general 1.1-1.8
Separate letter for each subject of inquiry. 1.4
When no attorney or sgent 1.33
With attorney or agent afier power or authorization is
fi 1.33
Coupons sold by the Office 1.24
Court of Appeals for the Federal Circuit, appeal to. (See
Appeal to Court of Appeals for the Federal Circuit.)
3]
Date of invention of subject matter of individual claims............ 1.110
Day for taking any action of peying any fee falling on
Saturday, Sunday, or Federal holiday 1.7
Bleath or insanity of inventor 1.42, 1.43
Decision by the Board of Patent Appeals and Interfer-
ences 1.196
Action following decision.... 1.197

Declaration (See also Oath in patent application):

Foreign language 1.69
In Yiew of 08tH8....o.cccrrrrcrivioien 1.68
0 PAtEnt BPPICBION....corverrrscssssssnssssscsssessssmmstsmsiressssmssassserssersions 1.68
Definitions:
ERAEPENALNE IRYERIOT...cvvivsvinsssvsrsssssnsmsssnsorsissrsssssrinossisassesaasrissssses 1.9
National and internstional applications.........or . sresrsrssissisiisains 1.9
Noaprofit OYGARIZELION. ....o..cvrrevsmresssessmimmssrisssssssssosssisssrssssssnisss 1.9
Gmall business concern........... voenies 1.9
BB EIEIY crsrirsirssssssmisisscsisiinsississississrsivsns virsssvsassssissnsnrscins §.9
Terms under Patent Coopesation Treaty. vorssssasssrssssirias 1.401

DIHVery of PEEnl..o. .. corsr vererrasriresssssssnes . 1.315

EIEPOBH BOCOUMES....crevceerevsrirecrirsirsessissnsesssasssssssasisssssssasisssicsssssisins 1.25
o 1.21(b)

Deposit of compistes program JBHRES. ... remmvcconsiniinnins 1.96

Depositions (See alio Testimony in interfesences):

Cerntificate of offices (o scCOMPERY....or.rs vren 1,676
Formalities (0 be observed i prepasing.......ovwimorncinn, 1.677
Person before Whom (KED...........oocvvvssisisriirinsissnsriaonssisiasinis: §.674
To be sealed up, addressed, and forwarded to the
COAMIINET 12 v10vrsrvrsesarcosonsisassssosresasississsssissssnssissssssasssansssonss §.676
When taken st B8 B0 .......cooovircimmvocrvirscccirsirsssorasossssririn: 1.678

Section
. Description of invention. (See Specification.) ‘
Design Patent Applications: ‘
Arrangement of sgecification . 1.154
Claim 1.153
Drawing...... 1.152
Filing fee 1.16(f)
Issue and term 1.155
Issue fee....... 1.18()
Qath 1.153
Rules applicable. 1.151
Title, description and claim 1,153
Determination of request for reexamination..........cuennecsiserissees 1.518
Disbarment of attorneys and agents 10.23
Disclsimer, statutory:
During interference 1.662(a)
Fee 1.20{d)
Reguirements . 1.321
Terminal 1.321
Disclosure, amendments to not permitted £.118
Disclosure document fee. 1.21(c)
Discovery in interferences 1.671, 1.687
Division. (See Restriction of application.)
Division of patent on reissue 1.177
Document supply fees 1.19
Drawing:
Amendment of. 1.118, 1.123
Arsrangement of views. +.4.84(5)
Character of HNeEs.....uveisnnnninimsimimesiesms 1.84(c)
Content of drawing 1.83
Cost of capies of. 119
Design application 1.152
Extraneous matter 1.84(1)
Figure for Gfficial Gazette. 1.84(k)
Filed with application 1.81
Hatching and shading. 1.84(d)
If of an improvement, must show connection with old
structure. « 1.83
Inferior or defective drawings will be rejected..........o.on. wrssessens 1.85
Informa) drawings 1.85
Location of names w LE4(Y)
Must be described in and referred to specification........uvee. 1.74
Must show every feature of the invention. 1.83
Number of sheets 1.84(e)
Original may & used with application for reissue..........covvune 1.174
Paper and ink ... 1.84(a)
Plant patent application 1.81
Printed and published by the Office when patented.................. 1.84
Reference characters 1.74, 1.84(f)
REIGEUE ..o evcnvreirurererericnsrmsivniniasinsninsisssosssesssessasasssssassesssssssses 1.174
Required by law when necessary for understanding................ 1.81
Scale 1.84(e)
SHAAING.cv-cvoevvvvererrirsvarssssrsissassssnsssssorsiessassesssssssssressossisassssasssos 1.84(d)
Size of sheet and margins 1.84(b)
Specific rules relating to preparation of drawings will
be enforced..........c.ocvvvienvieririsirirerons vevessonseieene 1.85
Standards fOr AraWings......coonsrrencsrorsrverscaisssrmsssiverissssossersisns 1.84
Symbols, legends........... 1.84(g)
Tounsfer.......coccvvivivrinrns . 1.88
Transmission of deaWIngs......cvrviviiiiinns . 1.84(m)
Use of old drawings in aew application............cummmimin, 1.88
VIBWS.coovvvrnnriciviiiimiorsssniniisssnissn, 1 84(i), (J)
When necessary, part of complete application.......mini,
Duty of disClOSUIe. cvuiviriiiimriini s 1.56, 1, 555
E
Election of SPecith.......ovimmmimiiiiimmmmiisimmiinm 1.146
Establishing small entity slatus. c.cooonoiivroiininiinnmiens 1.27, 1.28

Evidence. (See Testimony in interferences.)
Esamination of applications:

Abandoned and fosfeited applications not cited in.................. 1.108
Advancement of eRBmINBON. ..., 1.102
AS 80 FOTMYecrssirirriisssisrsisnmssimmiiissismsissisnsiisssssssssisssnsns §.104, 1.105
Citation Of CIETENEER...ovvvsvrivscoricrvrcsrsssiisersosisesressiviisscssiresisis §.307
Completeness of examiner’s P, P $.105
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Exsmination of applications—Continued ™" Government employée invention. _ 160, 110011
iner's action 1.104 Government employees, a8 Bt{OMEY OF BEENL...crvvmmmmmmsissssssisis 10.
International h 1.104 : ot pacs -
“f’.“' “type searc. s Government interest in patent, recording of.......ecrrssssssesssises 7,17
Nature % examiration ”04 Government invention jurisdiction einess 100,1-100.1
Reaer of examinetion. 11 Govenment Patents BOBIG. ... . 101.5-101.10, 102.5
Reesamination after rejection if requested L1 Guardian of insane person may apply for patent.cccvennrsssserene 1.43
Rmmnmuon of original claims OPOR TEISSVL......ccvvmrervienirenns 1.176 H
1.176
szecm of clnma 1.106 Hearings:
Suspension of, 1.103 Before the Board of Patents Appeais and Interfer- L19
Exsmimation of papers by attorney or agent not permitted ences. . .
without authorization 1.34 Fee for appeal hearing, 1.17
iBers: In disbarment proceedings 10.144
Answers on appeal 1.193 Of motions in interferences 1.640
Complaints against 1.3 Holiday, time for action expiring on 1.6, 1.7
fezerviews with 1.133
Esecutors 142, 1.44 I
Exhibits. (See Models and exhibits.) Identification of application, patent OF TEGIStEtION....rrvemmeessererssrene 1.5
Export of technical d'lu 5'19'1""'32 Independent inventor:
sbandonmen e . Definition 1.9
“Express Mail” certificate of mailing. 1.6, 11-"’ Status statement 1.27
Estension of time. L. ;g Information disclosure statement:
Fees, - 1‘6'45 At time c.;:_ filing application 1.51
Interference proceedin y Content 1.96
Reexamination proceedings 1.550(c) Reexgmination 1.585
P To comply with duty of disclosure 1.97
Updating prior (o issuance of patent. 1.99
Pepeaar KeosTeR, publicstion of rules in...cueiemen 1.351, 1.352 Information, Public 1.18
Fees and payment of money: insane inventoz, spplication by guardien of. 1.43
Coupons 1.24 Interferences (See also Depositions, Motions in interfer-
Dieposit eccounts lll'gg ences, Preliminary Statement in interferences):
Extension of time. . Abandonment of the contest 1.662
Fee on appeal to the Court of Appeals for the Federal Access to applications. 1.612
Ciscuit provided by rules of court 1.301 Access to preliminary statement 1.631
Fees in case of petitions 1.181 Action by examiner after interference. ... 1.664
Fees payable in advance.... 1.22 Action if statutory bar appears 1.68
Foreign filing license petition 1.17(h) Addition of new party by examiner-in-chief..........ouemsecnns 1,64,
For international-type search report 1.21(e) Amendment during 1.615, 1.633, 1.634
Mambof :mnmr:“ Pr— :;g Appeal to the Court of Appeals for the Federal Cir-
tMoney by mail at rigk of se . cuit 1,301, 1.302
Money paid by mistake 1.26 Briefs at final hesring 1.656
Reezaminstion request 1.211(5;6) Burden of proof. 1.657
Refunds . Civil action 1.303
Relating to international applications. 1.445 Claims copied from patent 1.606, 1.607
msecmm of fee'g and clmsrm - 1-16—:%; Claims of defeated parties stand finally disposed of.......ooorvn. 1.633
wrapper continuing application procedure..........wrsissisn . Concession of priority. ; 1.662
FM and papess of‘b;lndm m‘muﬂﬂs, dﬂm'm ............... 1.14 Conﬂictiﬂg par'm having same attorney 1.613
Files open to the public L1 Copying claims from patent 1.606, 1.607
Filing date of application — 1.55 Declaration of interference 1.611
Filing fee part of compiete application 1.51 Definition 1.601
gm fﬂ; v ::g Disclaimer to avoid interference. 1.662(2)
i Yost Uice, . Discove 1.671, 1.688
Filing of interference settlement 8gTeEMeNtS........ovvrrsssissesssrsssios 1.666 Dissolutgn of 1.633
Final rejection: Dissolution on motion of examiner. 1.641
Appeal from 1.191 Extensions of time 1.645
Response to . 1.113, 1.116 Failure of junior party to take testimony 1.652
When and how given 1.113 Failure 1o prepare for 1.603-1.606
Foreign application e 133 Final hesring 1.654
License to file 11—5.33 Final hearing briefs 1.656
Foreign country: In what cases declared 1.601
;ﬁmg f’;!‘hn;g;;;.;;u........l 1632 Inspection of cases of opposing parties . 1.612
L6 tes Interference with a patent....... 1 606-1 608
Foreign patent rights scquired by government..........o.... 1%.21;1(1)(1),212 Junior party fails to overcome ﬁlmg date of senior
LACROBIBG- overcosvsressssssesssrsrisnrsssssssmmsssssssssssissssssssirrosssssasess o 1= 5Ue, BELY sovvrrreesiossossssorsonsrssissssisrosssessesssnessisssstsesssonsannnssssansesestessensen 1.640
Fﬂggwﬁ; :dW!lCﬂ?f’ﬂ- for nonpayment of issue fee...........ccouvvn..e. :.;'(1)2 Jufisdiztion of interference......c.couvve. 1.614
i [+] &6 ¢ erepce ....... trersssre s sttt . Manner of Service Of PAPEIS........ccuirmmermrsimsssssresmmesssssrens 1.646
Formulas and tables in patent applications. ... Matters considered in dEtermining PriOEILY. ... ...cvrrremeemrssereer 1.655
Fraud practiced or attempted on Office.....vvvncnsnsisiasininnn 1.56 IEOLIOMS. . ovvosoossssssosssessssesssonesssssssssssenssossessormssses 1.635-1.638
G Nonpatentability argued at final Bearing...........cornirvirirensisscsnss 1.655
Notice and access to applications of opposing parties............. 1.61
Gazetee. (See Officlal Gazette.) Notice to file civil action............... 1.30:
General suthorization (o charge deposit 8CCOURL....rcrvmiiireririins 1.28 Wotices and statements.... 1.611
Genera! information and correspondence 1.1-1.8 Order to show cause, judgment on the record........evvvvervvisiens 1.640
Goverament scquisition of foreign patent rights............. 101.1-101.11 Ownership of applications or patents involved,
R-—118
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interferences—Continued o Section
Preliminary statement contents. 1.622-1.665
Preparation for 1.603-1.605
Pmumpnon as to order of invention 1.657
ution by assignee 1.643
Recommendation by Board of Patent Appesls and :
Interferences. 1.659
Records of, when open to public. n
Reissue filed by patentee during 1.662
Requests for findings of fact and conclusions of law.............. 1.656
Review of decision by civil action 1.303
party. 1.602
Second interference between same PAILIES......vvecsrursererecsrce 1.665
Service of papers 1.646
Statement of, from examiner to Board 1.609
Swatus of claims of defeated applicant sfter interfer-
ence 1.663
Switutory disclaimer by patentee during. 1.662
Suggestion of claims for interference. 1.608
Summiary judgment 1.617
Suspension of ex pacte prosecution 1.61S5
Termination of interference. 1.661
Testimony copies. 1.653
Times for discovery and taking testimony.......oveuserscsoresecsrcrnes 1.651
Internationsl application. (See Patent Cooperation
Treaty.)
Interview summary. 1.133
Interviews with examiner. 1.133, 1.560
Inventor (see also Applicant for patent, Oath in patent ap-
plication):
Beath or insanity of. 1.42, 1.43
Refuses to sign epplication 1.47
To make application 1.41
Unavailable. 1.47
Inventor’s certificate priority benefit 1.55
Inventorship and date of invention of the subject matter
of individual claims 1.110
f1ue fee 1.18
Issue of patent. (See Allowance and issue of patent.}
B |
Joinder of inventions in one application . 1.141
Joint inventors 1.45, 1.47, 1.324
Joint patent to inventor and assignee. 1.46, 1.334
Jurisdiction:
Afrer decision by Board of Patent Appeals and Intefer-
ences. 1.157, 1.198
Afier notice of allowance 1.312
Government inventions 100.1-100.11
Of contested case 1.21%
L
Lapsed patents. 1.317
Legal representative of deceased or incapacitated inven-
tor. 1.42, 1.43
Letters to the Office. (See Correspondence.)
Library service fee 1.19(d)
License and sssignment of government interest ism
patent 7.1-7.3
License for foreign filing . 5.11-5.17
Licensing of government owned foreign patents.............. 102.1-1062.6
Lise of U.S. Patents classified in 2 subclass, cost of........conninnn. 1.19(e)
focal delivery box rental 1.21(d)
M
MGINIENBACE FEEE....vcrirvrisssiosssissossnsssisssrsissesssssssssosasssssassossscrorsseses 1.20
Acceptance of delayed paymient of.........ccevvvvnersvsonrsenerrenrn, 1.378
Fee 20dress [Of...ocousirvivissnssssssssvssssssarssmsorssssisesssssssasssessassrsses 1.363
Review of decision refusing to accept £.377
SUBMISEION Of..cocrvrvivsnereiresnivressirssissssvsossessrossssssensersossrons 1.266
Time for payment of. 1.362
Microfiche copy fee . 1.19(z)
Microfiche deposit 1.96
Minimum balance in deposit accounts 1.25
Misjoinder of inventor. 1.48, 1.324
Mistake in patent, certificate thereof issued........vvrerense 1.322, 1.323

R~119

Models and exhibits: Section
~ Copies of. : 1.95
If not claimed -~ithin reasonable time, may be disposed
of by Commissioner. t.94
If on examination mode! be found necessary reguest
therefor will be Made........ouvvervnreresnninrescncisnmisssisiin )|
In contested cases . 1.576
Moay be required 1.92
Model not generally required as part of application or
patent 1.91
Not to be taken from the Office except in custody of
SWOIT EMIPIOYEL. ...c.vceviriririsisirsisesnsesnsrrssesnerssssssssessssnrrsnses 1.95
RELUTT Of ovcvecirerennsininniosssesssssansissessessasesssnassessassssssnssssssmmssassssenses 1.94
Working model may be required...........ccoeovervnreenncnrcrnivercrncriennes 1.92
Money. (See Fees and payment of money.)
Motions in interference. ... 1.633-1.637
N
Name of applicant 1.41, 1.57
New matter inadmissible in application.... 1.118
New matter inadmissible in reexemination..........e.o. 1.530(d), 1.552(b)
New matter inadmissible in reissue 1.173
Non-English language specification fee L17(k)
Nonprofit organization:
Definition 1.9
Status statement 1.27
Notice:
Of allowance of application 1.311
Of appeal to the Court of Appeals for the Federal Cir-
cuit 1.301, 1.302
Of arbitration award 1.335
Of defective reexamination request 1.510(c)
Of interference 1.611
Of oral hearings before Board of Patent Appeals and
Interferences AL )
Of rejection of an application i.104
Of taking testimony 1.673
Of use of official records as evidence 1.682
To conflicting parties who have the same attorney or
agent 1.613
To parties in interference Cases..........iviureniranne 1.611
o
QOath in patent application:
Apostilles 1.66
Before whom taken in foreign countries 1.66
Before whom taken in the United States 1.66
By administrator or executor 1.42, 1.63
By guardian of insane person 1.43, 1.63
Certificate of Officer administering 1.66
Continuation-in-part 1.63(d)
Foreign language. 1.69
Inventor’s Certificate. 1.63
Made by inventor 1.41, 1.63
New oath required if original too old...........ceccesrcvirivesvivscsnsnans 1.63
Officers avthorized to administer oaths ..1.66

Part of complete application
Person making
Plant patent application
Regquirements of.
Ribboned to other papers

SIENALULE 10.......cecvirevssnirsiiessiiirssiissssssnsssisissississenseseross 1.57, 1.63
Supplemental oath for matter disclosed but not origi-
nally CIBIMEd.........c.ooveirirrciirnsircniesieneesennssrensisescississsssssrsrsnes 1.67

To acknowledge duty of disclosure.......
When taken abroad to seal all papers...

Oath in reissue appliCatioN.........covvvrivniinisirisincanonisssnsesennens I. l75
Osth or deciaration
Plant patent application.............cccrcverernvsrerrrierervssresssssrersersserenes 1.162
When international application enters national stage................. 1.70
Object of the invention 1.73
Office action time for response... 1.134

Office fees. (See Fees and payment of money.)
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- Section Section
Officers and employees, Government, acting as attorneys Petition for reissue 1,171, 1.172
or agents, 10.6 Petmon to Commissioner:. : :
Official action, based exclusively upon the . written Fees... 1.1
record S 12 - ‘For delayed payment of issue fee... . 1.317
g;')fv_xcm} bG:zaen:ss. should be transacted in writing.........coveeecsmecerenes 1.2 For license for fotelgn filing : ; 512
A‘i:endme e: : - 1.35 For the revival of an ebandoned apphcatlon...............; ............ 1.137
One vi nt:dto rl{les p“g:’.szz n ’ 81 From formal objections or requirements...............oeeee. 1.113, 1,181
Servi‘: : \:fon oti::‘:li:g publis n ! 1 646 - From requirement for restriction........ 1.144
. General requirements 1.181
- Oral statements 1.2 "
Order of examination 1.101 }: :_:L‘;::;:::?:n ; 5:5‘}4‘;
Order to i 1.525 DRI
fecxamine P On refusal of examiner to admit amendment.........c.oceeervrverrraene 1.127
Questions not specifically provided for. 1.182
Papers badly written, printing or typewriting required................ 1.52 Reci:;):::geratlon of cases decided by former Commis- 1184
Papers not received on Saturday, Sunday or holidays..........cccevev.e 1.6 s § ion of rul l.IS 3
Patent application (See Application for patent.) Tuspensm_n rutes. hori :
Patent attorneys and agents. (See Attorneys and agents.) 0 exercise supervisory authonty. 1.181
Patent Cooperation Treaty: To make special.... 1.102
Amendments and corrections during international To strike applications — 1.56
processing 1.471 Upon objection that appeal is informal 1.193
Applicant for internationsl application 1.421 Plant patent applications:
Changes in name and address, where filed........covvvevvecreverrnnn. 1.475 Applicant 1.162
Definition of terms 1.401 Claim 1.164
Delays in meeting time limits 1.468 DECIBERLON, ....cvvvvvvecerreesrvssnessssssssasssosssnssssssasenessons 1.162
Designation of States. 1.432 Description 1.162
Fees: Drawings 1.165
Designation fees....., 1.432 E;::i':fzion 1.167
Due on filing of international apphication........ccovmeerreerees 1.431(c) .
! P e Fee for copies 1.19
Failure to pay resulis in withdrawal of epplication...1.431(c), Filing fee 1.16(g)
1.432 ’
Filing and processing faes, §.445 Ids:ltl: fee 1. :81(8
Refunds 1.446 . :
Filing by other than inventor. 1.425 Rules applicable 1.161
International application requirements, 1.431 Specification 1163
Abstract 1.438 Specimens
Claims. 1.436 Post issuance fees.
Description 1.435 Post Office receipt as filing date.
Drawings 1.437 Postal emergency or interruption
Physical requirements. 1.433 Power of attorney. (See Attorneys and agents )
; Request . ::?g Preliminary statement in interferences:
nternational Bureau . AcCess 10 cenninrreiiniens 1.631
Inventor deceased . - 1.422 Contents of. 1.622—1.627
Inventor insane or legaily incapacitated 1.423 Contents of, invention made abroad 1.624
g‘;;;“g’w;‘:; o T e l’ﬁg Correction of statement on motion 1.628
; . Effect of statement 1.629
Priogity, claim for 1.451 Fai
; . ailure to file 1.639, 1.640
R:ced” 'gr::py to International Bureau, Transmittal pro- 1.461 In case of motion to amend interference 1.633
: ] May be amended if defective 1.628
Representation by attorney or agent 1.455 v ) o
Time limits for processing applications..........weweee: 1.465, 1.468 Reliance on prior application 1.630
United States as: Requirement for. 1.621
Designated Office. 1.61, 1.414 Sezled before filing 1.627
International Searching Authority 1.413 Service on opposing parties. 1.621
Receijving Office 1.412 Subsequent testimony alleging prior dates excluded ................ 1.629
4
Unity of invention: Time for filing 1.621(a)
Determination of. 1.481 When opened to inspection 1.631
Protest to lack of. 1.482 PrBRG 1ESUMONY cvcererercnasrcirmsvrirrcssasssrerssssassssssssisssssssnansasses 1.653
Patent policy, government 100.1—100.11 Prior art citation in patent......... 1.501
Patentee notified of mterfercnce’ 1.602 Prior art may be made of record in patent file ...........coersnrivnerins 1.501
Patents (see also Allowance and issue of Patent): Prior art statement;
Available for license or sale, publication of actice..........o..... 1.21(s) F S S 1.98
B corsessbiissei s st tsssssases 113 N
Correction .Of e"%'i.m """"" 1.322, 1.323, ;;f; To comply with duty of disclosure...
gz;g;ec:f;rf‘:.'o" BIG ROTMcovvvsessvvrssssnsscnsssssssssssinssses s 1.315 Updating prios to issuance of patent...............cceuiverrisssssnenns 1.9¢
oS st ’ Priority of invention. (See Interferences.)
DHGCIBIMIET.covvvrervrvcreesrerirssrsesrsserssssssssrsssssosssssssiosssasssisssasasonisssnsns 1.321 101y OF
Identification required in Jetters CONCEIRING......ovvrrrvcvverrrrrernsrinnins 1.5 ll::z:;:z;n;gamdo:’et::‘t’iec:n‘;::;y OF 1aW.ccvcerssrrsrirssssosisssssrisssssssansene 1.55
N t r 's ue fee e el GHIU JTGLGIIMOUI] 3GSarererrerivorirse
Lapsg d, for nonpayment o 158 Protests to grant of patent.......
Obtainable by CiVil ACHON....cvevvrerreririrvrrisvsssiresrions Public information
Price of cOpies.....cocoerssrvsusvirsirivisisens i rervesressrsnse
Records of, 0pen 10 PUBNC............ccvvmrerviimimisssssssssorssssiscessscss .11 Public use proceedings ....
Reissuing of, when defeCtive...........coverrvrvernvcorisssnssisones 1.171-1.179 qu...: ........................................................................................
PRYIIENE OF F0ES...vvvvesrrrassrsessorssesoseismseccissecsssssssimmssssrssssessssssasssasssssass 1.23 Publication: . _ o
Personal attendance UNNECESSATY....ccorvivvivrirrmsrssssssirssesessrorsansossassans 1.2 Of patent based on international application ...............cccevvn.. 1.318
R—120
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Publication—Continued - Smmu ' Rejectlon .  Sectlon
Ofteemmination certificate 15 70(0 After two rejecuons appeal may be taken ftom examin-

o B er to. Board....... 1.191
o ‘ Applicant will be notified of rejection with reasons and

Reasons for allowance . 1.109 references, seee 1,104

Reconsideration of cases decided by a fOfmef Commls- o Based on fraud or violation of duty of disclosure...................... 1.56

sioner 1184 Examiner may rely on admissions by applicant or

Reconsideration of Office action 1112 patent owner, or facts ‘within examinér's knowl-

Recordmg of assignments. (See Assignments and record- edge ; 1.106

ing.) Final 1.113

Records of the Patent and Trademark OffiCe......cruversersesserns 1. ll 1.15 Formal objections......c.wverrnnnn. 1.104, 1.105

Records used as evidence in interference 1.682 On account of invention shown by others but not

Reexamination: ) claimed, how overcome 1.131
Amendments, manner of making L1216 References will be cited 1.106
gwmcm in0G l-ll ll(;l) Requisites of notice of. 1.104, 1.106, 1.107

to : Reply brief. 1.193
Appesl 1o CAF.C 1.301 Reply by applicant or patent owner. 1111
g:!lﬁ;:::n :‘;;g Reply by requester. 1.535

: Representati it .
Concurrent office proceedings 1.565 Reg;estnforl::cgamﬁon ; 13 ‘:(1.2)
Conduct of proceedings 1.550 P )
Reqguest for reexamination 1.510
&Www u:::drm 1;‘%‘8 Reservation clauses not permitted 1.79
wion 0 : Response time to Office action 1.134
ED"” ﬂfng':cm‘ {fg: Restriction of application 1.141-1.146
y Claims to nonelected invention Withdrawn.......c.cvsesneeerseisne 1.142
Fee 1.20{c) Co . .
A nsiructive election 1.145
poe charged to deposit account 128 Petition from requirements for 1.144
Dol y Provisional election 1.143
mg’;?ncm ﬁtgmr l]ss(;lg g:considemti?n of requirement 1.143
’ quirement for. 1.142
mﬁmﬂ? ;gg Subsequent presentation of claims for different inven-
] ’ tion, 1.145
Open to public M) Retention fees 1.21)
Reconsideration l.l 12 Return of papers having a filing date 1.59
Refund of fee l 2 Revival of abandoned application 1.137
Reply by requester. 1 _,;35 Unavoidable abandonment fee 1.170)
Piy Oy réq ’ Unintentional sbandonment fee 1.17¢m)
Reply 1o action 1.1 p o
Request 1.510 Revocation of power of attorney or authorization of
. . ) agent 1.36
gce;ggnse consideration :ggg Rules of Practice:
Service, 1:248 Amendments to rules will be published 1.351
Statement of patent owner 1.530 Publication of notice of proposed amendments...........ccvvvverenne 1.352

Reference characters in drawings, 1.74, 1.84(f) §

References cited on eRAMINAON......o..ervrveerrrererernes 1.104, 1.106, 1.107

Refund of money paid by mistake. 1.26 Saturday, when last day falls on 1.7

Register of Government interest in Patents.......v.eoerercsrseonsnes 7.1-1.7 Scope of reexamination proceedings 1.552

Rehearing: Secrecy order 5.1—5.8
On appeal to Board 1.197 Serial number of application 1.55
Petition for, when time for appeal stayed 1.302 Service of notices:

Reissues: For taking testimony. 1.673
Applicants, assignees 1.172 In interference cases.... 1.611
Application for reissue 1.171 Of appeal to the U.S. Court of Customs and Patent
Application made and sworn to by inventor, if living............. 1.172 Appeals 1.303
Declaration 1.175 Service of papers:

Drawings 1.174 Cantested cases 1.248
Examination of reissue . 1.176 Protests and public use proceedmoe 1.291, 1.292
Filed during interference, 1. 662(b) ReexamINBUON......cocoovsivvsrvessivirrsensarssssisrorasess 1.248
Filed during reexamination 1.565 Shortened period fOF TESPONSE.......cccvrvrmrimirsessisisssrisssensinsninsaes 1.136
Filing fee 1.16 Signatore:
Filing of announced in Officlal Gazette 1.11 Of altorney ofr 8gent. ..., SN .. 1.346
Grounds for and requirements 1.171-1.179 To amendments, efC., When N0 GHOMEY.........ccrvvirererervrerirereerens 1.33
fesue fee. .. 1.16(a) To express abandonment..................... w“ 1.138
Loss of original patent .1.178 O OBt N.ceercevvrerercresiennsrsnssnerstvssesssserssnsesssssererstsasasssnenss 1.57, 1.63
gingk p
Wotice of reissue appliCation.......co.cvmsvvriinsnnsssssesssensnsissiisines 1.179 To reissue oath or declaration............cevevvvinniivnenniennesssennnn: 1172
OB N.ovevrovsrsrorsrvrsevsersorassssssesssssonssssssssssssassssssasssssssssossssosssssmsines 1.175 Small business concern:
Open to public e 111 DEfINIION. c..cevereierrrrcticnrcce ettt s et sasanes 1.9
Original claims subject to reexamination..............oevevrvnerrnnecn, 1.176 Status SLAEMENL........covvriiieiinicniissiitrssistssonssssesisnsesesnsesses 1.27
Original patent surrendered........oocovvunnnen. ceerersassasraseentsstessinnes 1.178 Small entity:
Reissue inn diViSIOns.......occovvvrerniennirivcsrsissnisnnisiossssvesronssovissisoriras 1.177 DefiNition.........ccovviiririniiernscnne e sissssssasssessiesssns 1.9
. Specification reserisa s arases s ssssassanas 1.173 License to Federal AenCY..........cocnurivvnirnissirensornisseesssecsnsens 1.27
Take precedence in order of eXamination.........owecsssriocerer 1.176 SHAOCIICNL. cc.ovovrvervrierrerraesncrsirrrcnsesssisscsassssrstsrsesesserassssssssssssssssins 1.27
TO COMEIN MO NEW MBUET.....cvvevrvrsvervirrivsnsisrvssssscsosssssissososans 1.173 Statement in parent apPliCRUON............cc.ccovvvvrvvceinrveersrisessreonsens 1.28
What must accompany appllcauon ................................. 1171, 1.172 Status establishment.................... 1.27, 1.28
WHED in iNtEEfEreICE. .ovverrcrersiirerirersvssrirsinssssosssissnssssrssssissasons 1.660 SUAUS VPGBLC......covovcersirrvscvrvivssersisrvnrsrersisersessssosssssrarersssssssssssssonea o 33
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. Section . - . Section
Species of invention claimed 1.141, 1.146 Tesmqoni’l_n interferences—Continved 1,653 -
Specification (see also Application for patent, Claims): Co HesS O ‘ . k

Abstract : 1.72 Depositions must be filed 1.678
Amendments to 1.117, 1.118, 1.125 Discovery - 1.687
Arrangement of. : 1.77 Effect of errors and irregularities in deposition........c.covvunucnee 1.685
Best mode. 1.71 Evidence must comply with rules 1.671
Claim. 1.7§ Examinstion of witnesses e 1675
Conteits of. 1.71—-1.75 Failure to take 1.652
Cross-references to other applications. 1.78 Form of deposition 1.677
Description of the invention 1.7 Formal! objections to 1.685
Erasuses and insertions must not be made by appli- Formalities in preparing depositions.............coecveececveeaens 1.674-1.677
cant. 1.121 In foreign countries 1.684
If defective, reissue to correct 1.171—-1.178 lmpecu%:- of testimony 1.679
Must conclude with specific and distinct claim.... . L75 Manner of taking testimony of witnesses 1.672
Moust point out new improvements specifically..............unseees 1.7 Motion to extend time for taking 1.64§
:“3 ;:f‘;’o:’tl}’l ?l%cu?re::omd::?e:%fm :;: Not cousidered if not taken and filed in compliance
f . with rules . 1.671
Not returned sfter completion....... 1.59 Notice of examination of witnesses 1.673
Object of the invention. : 173 Notice Of itENt 10 USE FECOTAS.......uuunrnrrrvrsersesssrserssasmmsescsserses 1.682
Order of arrangement in framing 1.77 Notice of times for taking 1.681
Paper, writing, margins. 1.52 e . i :
Part of complete application 1.51 &mm not:d n;'nddeposltlons :2;;
Reference to drawings 1.74 jJections to formal matters............. 1.680-1.
Requirements of. 1.71—1.78 Official records and printed publications 1.682
Reservation clauses not permitied 1.79 Officer’s certificate. e 1.676
Substitute. 1.12% Persons before whom depositions may be taken..................s 1.674
Summary of the invention 1.73 Printing of. 1.653
Title of the invention 172 mm'of ng:i?gwemems concerning :g;g
To be rewritten, if necessary 1125 RS .
Specimens. (See Models and exhibits.) Taken by depositions. , - 1.672
Specimens of composition of matter to be furnished when Te:tf:mony taken in another interference or action, vse 683

required 1.93 .
Specimens of plasts 1.166 Time for taking 1.651
Statement of status as small entit 1.27 To be inspected by pariies to the case only.........ccccevvvvcurevnnne 1.679
Statutory disclasimer fee y 1.20(d) Time expiring on Satt.u'day, Sunday, or holiday.......cc.covrvrecrerereerenns 1.7
Ststutory invention registzations. 1.293 }jme tt}wr payment gf muc;,fee e :3; ; é

Esamination 1.294 ime for response by applicant 135, 1.
Publication of. 1.297 Time for response by PAtENl OWNEL........ccccvvmeineresnsrsnanns 1.530
Review of decision finally refusing (6 publigh.......occrerrsrrroceens 1.295 Time for response by reguester. 1.535
Withdrawal of request for publication of. 1.296 Time for response to Office action 1134
Subscription services fee. 1.19%c) ‘Time, periods of. 17
Sufficient funds in deposit account 1.28 Timely filing of correspondence 1.8
Suit in eqguity. (See Civil action.) Title of invention e 1,72
Summery of invention 1.73 Title reports, fee for. 1.19(b)
Sunday, when last day falls on 1.7
Supervisory authority, petition to Commissioner to exer- [§)

cise. 1.181 . .

Supplemental osth for amendment presenting claims for Unintentional abandonment 1.137
matter disclosed but not originally claimed.........co.ccorrevssssrns 1.67 United States as
Surcharge for cath or basic filing fee filed after filing Designated Office..... - - 1.61, 1.414

date. 1.16(e), 1.53 International Searching Authority 1.413
Suspension of sction 1.103 Receiving Office 1.412
Suspension of ex parte prosecution during interference. ... 1.615 Unsigned continuation or di\fisional application................... 1.60, 1.62
Symbols for drawings. 1.84(g) Use of file of parent application . 1.62

T \
Tables in patent spplications. 1.58 Verified statement of small entity status 1.27
Term of design petent 1.155
Terminal disclaimer. 1.321 W
Testimony in interferences
ALdditional time for taking 1.645 Waiver of secrecy. 1.62
Assignment of times for taking, 1.651 Withdrawal from issue 1.313
Certification and filing by officer 1.676 Withdrawal of UOFMEY OF 8GEAL........vvvirsisiersisersssissiscsnnrns 1.36
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