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1301 Substantially Allowable Case, Special

When an application is in condition for allowance,
except as to matters of form, the case will be consid-
ered special and prompt action taken to require cor-
rection of formal matters. See § 710.02(b). -

1302 Final Review and Preparation for Issue

130201 Geners! Review of Disclosure

When an application is apparently ready for allow-
ance, it should be reviewed by the examiner to make
certain that the whole case meets all formal require-
ments and particularly that the brief summary of the
invention and the descriptive matter are confined to
the invention to which the allowed claims are direct-
ed and that the language of the claims finds clear sup-
port or antecedent basis in the specification. Neglect
to give due attention to these matters may lead to
confusion as to the scope of the patent.

Frequentiy the invention as originally described and
claimed was of much greater scope than that defined
in the claims as allowed. Some of much of the subject
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mxtfer dlsciosed may be entn'ely outs:de the bounds
of the claims accepted by the applicant. In such case
the examiner should require the applicant to modify
the brief summary of the invention and restrict the de-
scriptive matter s¢ -as to be in. harmony ‘with the
claims. However valuable for reference purposes the
examiner may consider the matter which is extraneous
to the claimed invention, patents should be confined

in their disclosures to the respective inventions patent-
ed. (37 CFR 1.71 and 1.73.) Of ccurse enough back-
ground should be included to make the invention
clearly understandable. See §§ 608.01(d) and 608.01(e).

There should be clear support or antecedent basis
in the specification for the terminology used in the
claims. Usually the original claims follow the nomen-
clature of the specification; but sometimes in amend-
ing the ciaims or in adding new claims, applicant em-
ploys terms that do not appear in the specification.
This may result in uncertainty as to the interpretation
to be given such teizas. See § 608.01(0).

Where a copending application is referred to in the
specification, the examiner should ascertain whether it
has matured into a patent or become abandoned and
that fact or the patent number added to the specifica-
tion.

The claims should be renumbered as required by 37
CFR 1.126, and particular attention should be given
to claims dependent on previous claims to see that the
numbering is consistent. An examiner’s amendment
should be prepared if the order of the claims is
changed. See §§ 608.01(j), 608.01(n) and 1302.04(g).

The abstract should be checked for an adeguate and
clear statement of the disclosure. See § 608.01(b). The
Iength of the abstract should be limited to 250 words.

The title should also be checked. It should be as
short and specific as possible. However, the title
should be descriptive of the inventicn claimed, even
though a longer title may result. If a satisfactory title
is not supplied by the applicant, the examiner may
change the title on or after allowance. See §§ 606 and
606.01.

All pencil notes made by the examiner must be
erased when the case is passed to issue.

The Mail Room receipt date of all amendments
ﬁould be reviewed to assure that they were timely

iled.

1302.?2 Requirement for a Rewritten Specifica-
tion

Whenever interlineations or cancellations have been
made in the specification or amendments which
would lead to confusion and mistake, the examiner
should require the entire portion of specification af-
fected to be rewritten before passing the case to issue.
See 37 CFR 1.125 in § 608.01(q).

Form Paragraph 13.01 should be used when making
such a requirement.
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3,01+ Reguirenient for rewritien's

. amendments to the claim would lead to confusion end mistake
duxmg the.issue and. ptinting process. Accordmgiy, the poztion of
the specification or claims as identified below is required to be re-
" written before passmg thg: case to lssue Sce 37 CFR 1 xzs and

MPEP 608. Ol(q)
. Exsstiner No e e co
* Specific dlscusaton of the sections of the spectﬁcatxm or claims
required to be rewritten must be set forth. :
This paragraph can be used with any Office Action.
Sec paragraph 6 28.1 for a subsmute spec:ﬁcauon

1302.03 Status Letter of Aliowability

Form PTO-37 is used whenever an application has
been placed in condition for allowance as a result of a
communication from or an interview with applicant
except where an examiner’'s amendment will be
mailed promptly.

The date of the communication or interview which
resulted in the allowance and the name of the person
with whom the interview, if any, was held should be
included in the letter.

Immediately after determining that a PTO 37 letter
or examiner’s amendment is necessary, it should be
prepared and mailed before preparing the application
for allowance. See § 714.13.

130204 Exsminer's Amendments and Changes

Except by formal amendment duly signed or as
hereinafter provided, no corrections, erasures, or in-
terlineations may be made in the body of written por-
tions of the specification or any other paper filed in
the applicaiion for patent. (See 37 CFR 1.121.)

Correction of the following obvious errors and
omissions only may be 4!~ with pen by the examin-
er of the case who wilt .¢n initial the sheet margin
and assume full responsibility for the change. When
correcting originally filed papers, clean red ink must
be used (ot blue or black ink).

1. Misspelled words.

2. Disagreement of a noun with its verb.

3. Inconsistent “case” of a pronoun.

4, Disagreement between a reference character as
used in the description and on the drawing. The char-
acter may be corrected in the description but only
when the examiner is certain of the propriety of the
change.

5. Entry of “Patent No. ........ ” to identify a patent
which has been granted on a U.S. application referred
to by serial number in the specification.

6. Entry of “, abandoned”, if a U.S. patent applica-
tion referred to by serial number in the specification
has become abandoned.

7. Entry of “, now Defensive Publication No. T
ey foliowing the filing date if a patent application
referred to in the specification by serial number has
been published as a Defensive Publication.

8, Other obvious minor grammatical errors such as
misplaced or omitted commas, improper parenthescs,
quotation marks, etc.

9, Obvious informalities in the application, other
than the ones noted above, or of purely grammatical
nature.

-~ The mterhneatnons or uncelhnons made in the Mcmtm or;

= 120 to an earlier U. S. effective filing date. 1s' sometlm&s'
- overlooked. To minimize thi

lbxhty,y the stare-

ment that, “This is_a divisi
ation-in-part) of Apphcanon Senal No.. ﬁled
......... ** should” appear as the- first: sentence -of the de-
scription except ‘in‘ the case of des:gn applications
where it should appear as set forth in .§ 1503.01. Any
such statements, appearing elsewhere in. the. specifica-
tion should be relocated. The - clerk indicates the
change for the printer in the appropriate margin when
checking new applications for matters of form.

Other obvious informalities in the apphcatlon may
be corrected by the examiner, but such corrections
riwust be by a formal examiner’s amendment, signed by
the primary examiner, placed in the file, and a copy
sent to the applicant. The changes specified in the
amendment are entered by the clerk in the regular
way. An examiner’s amendment should conclude with
Form Paragraph 13.02.

13.02 Examiner'’s amendment

An Examiner’s Amendment to the record appears below. Should
the changes and/or additions be unacceptable to applicant, an
amendment may be filed as provided by 37 CFR 1.312. To ensure
consideration of such an amendment, it MUST be submitted no
later than the payment of the Issue Fee.

The amendment or cancellation of claims by formal
examiner’s amendment is permitted when passing an
application to issue where these changes have been
authorized by applicant (or his attorney or agent) in a
telephone or personal interview. The examiner's
amendment should indicate that the changes were au-
thorized, the date and type (personal or telephone) of
interview, and with whom it was held.

The examiner’s amendment practice may be used to
make charges against deposit accounts under special
conditions.

An examiner’s amendment can be used to make a
charge against a deposit account, provided prior ap-
proval is obtained from the applicant, attorney or
agent, in order to expedite the issuance of a patent on
an application otherwise ready for allowance. When
such an examiner’s amendment is prepared the prior
approval is indicated by identification of the name of
the authorizing party, the date and type (personal or
telephone) of authorization, the purpose for which the
charge is made (additional claims, etc.), and the de-
posit account number. Further identifving data, if
deemed necessary and requested by the attorney,
should also be included in the examiner’s amendment.

For example, Form Paragraph 13.06 may be used
to charge an extension of time fee in an examiner's
amendment,

13.06 Extension of Time by Examiner's Amendment

An estension of time under 37 CFR 1.136(a) is required to place
this application in condition for ellowance, During a telephone con-
versation conducted on (date), (attorney or applicant) requested an
extension of time for ........ months and authorized the Commission-
er to charge the required fee of §........ for the extension to Deposit
Account No. .........
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Where & reference ‘to' the parent ’pp;zcat.an
otherwxse allowable § 1.60 or 1:62 case has” m&dveﬁ—
ently been omitted by the .applicant, the examiner
should insert the reqmred reference by exammer s
amendment (see § 20i.11). - :

-References cited as being of interest by examiners
when passing an application to issue will not be sup-
plied to applicant. The references will be cited as
usual on form PTO-892, a copy of which will be at-
tached to examiner’s amendment form PTO-37.

See also § 608.02(w).

No other changes may be made by any person in
any record of the Patent and Trademark office with-
out the written approval of the Commissioner of Pat-
ents and Trademarks.

In reviewing the application all errors should be
carefully noted. It is not necessary that the language
be the best; it is, however, essential that it be clear in
meaning, and free from errors in syntax. Any neces-
sary examiner’s amendment is usually made at the
time a case is being prepared for issue by the examin-
er. However, the need for such may not be noted
vntil after the proof of the patent is read and the case
is sent up to the examiner with a “printer waiting”
shp (Form PTO-97). A copy of any formal examin-
er's amendment is sent to applicant even if the appli-
cation is already :a the printer’s hands. See § 1309.01.

Examiners will not cancel claims on the basis of an
amendment which argues for certain claims and, alter-
natively, purports to authorize their cancellation by
the examiner if other claims are allowed, In re Wil-
lingham, 127 USPQ 211 (CCPA 1960).

In all instances, both before and after final rejec-
tion, in which an application is placed in condition for
allowance as by an interview or amendment, applicant
should be notified promptly of this fact by means of
form letter PTO-37 or an examiner’s amendment.

If after reviewing, screening or surveying an al-
lowed application in the office of Quality Review, an
error or omission of the type noted in items 1 through
9 under the second paragraph above is noted, the
error or omission may be corrected by the Patentabil-
ity Review Examiner iz the same manner as set forth
in the second paragraph. Since all other obvious in-
formalities may only be corrected by a formal examin-
er’s amendment, if the Office of Quality Review dis-
covers any such informality, the Patentability Review
Examiner will return the application to the Group ex-
amining personnel via the Group Director suggesting,
as appropriate, specific changes for approval and cor-
rection by the examiner through the use of an examin-
er’s amendment.

1302.04(a) Title of Invention

Where the title of the invention is not specific to
the invention as claimed, see § 606.01,
1302.04(b) Cancellation of Non-Statutory Claim

When a case is otherwise in condition for allow-
ance the examiner may cancel an obviously non-statu-
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1302 04(c).. Cancellatlon of Claxms to Non-Elected
. Invention -
See §§ §21.01 and 821 02

1302.04(d) Cancellaiion of Claim Lost in Inter-
ference

See § 1109.02.

§ 1302.04(e) Cancellation of Rejected Claims
Following Appeal

See §§ 1214.06, 1215.03, and 1215.04.

1302.04(f) Data of Copending Application Re-
ferred to Should Be Brought Up to Date

Where a patent applicaticn which is ready for issue
refers by serial number to a U.S. application which
has matured into a patent, the examiner is authorized
to enter the patent number without a formal examin-
er’s amendment. This entry should be in the following
form: , Patent No. ......... ” Where a referred to patent
application has been published as a Defensive Publica-
tion, the examiner should enter “, now Defensive
Publication No. T ....... ,’ following the filing date.
The entry is to be initialed and dated in the margin by
the examiner to fix responsibility for the same. The
entry and the initials should be in red ink.

If the application referred to has become aban-
doned, the entry *, abandoned” should be made in red
ink, and initialed and dated by the examiner in the
margin, A formal examiner’s amendment is not re-
guired.

1302.04(g) Identification of Claims

To identify a claim, a formal examiner’s amendment
should refer to it by the original number and, if re-
numbered in the allowed application, also by the new
number.

1302.05 Correction of Drawing

Where a case otherwise ready for issue requires
correction of the drawing, the examiner should send
revised issues to the Publishing Division without
having the drawing corrections made beforehand.
The Publishing Division will permit bonded drafts-
men to borrow the drawings in order to make the
corrections.

The procedure is as follows:

1. The drawing correction letter, APPROVED BY
THE EXAMINER, should be stapled to the inside of
the front page of the file (over the index of claims).

2. A yeliow tag should be attached to the file so it
sticks out the top.

3. The application forwarded to the Drafting
Branch.

1302.05(a) Origingl Drawings Cannot be Located

When the original drawings cannot be located and
the application is otherwise in condition for allow-
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ance, 16 ‘Ofﬁcul Seerch” need be undertaken The'f
examining: group. should :check its.own area and at-
tempt. fo. obfain. the drawing. from abandoned files. if

the drawing cannot ‘be located, a yellow tag’ siwuld be
placed on the application to flag it as having a draw-
ing problem. A ‘memorandum ‘as’ outlined below
should be stapled to the outside of the file: wben for-
warding it to the Publishing Division. © =

Memorandum:

Serigl NO. wiinimcsnsnesens

Date forwarded ......ocoerseenevnsescanas
ATTENTION PUBLISHING DIVISION, DRAWING MBSING

I have attempted to locate the drawing in this application with-

out success. The drawing cannot be located in the  examining
group. (The drawing cannot be obtained from Abandoned Files.)

Itsue Revision Clerk

s0ccascasseosesesesreccaansse

130206 Prior Foreign Application
See §8 201.14(c) and 202.03.

130207 Use of Retention Labels To Preserve

Abandosed Companion Applications
Related applications referred to in patent specifica-

tions are preserved from destruction by a retention
label (Form PTO-150) which is attached to the out-
side of the file wrapper. The final review clerk of the
group prepares such a label for use as indicated below
on each application (which has not become a patent)
which is referred to in the specification or cath or
declaration of the application ready for allowance (or
in any Office letter therein).
If the case referred to is

Still pending:

Fill in and paste label on the face of the pending
file wrapper in the space provided. Make no change
in specification of the allowable application.

Abandoned for failure to pay issue fee:

If file has been forwarded to Files Repository fill
in label and send it to Files Repository for attach-
ment to the wrapper. If not forwarded, treat the
same as pending case.

Abandoned:

If file has been forwarded to the Files Reposi-
tory, fill in label and send it to Files Repository for
attachment to the wrapper. If not forwarded, treat
the same as pending case. Add “, abandoned” in
red ink and initial, and attach to the allowable ap-
plication.

Already patented:

No label is required. Insert patent number in
specification if not already present. Formal examin-
er’s amendment not necessary if this is only change,

In issue:

Fill in label. Make no change in the specification
of the sliowable application. Clip the label to the
serial register card of the case in issue, If case in
issue is abandoned or is withdrawn from issue, it is
returned to the group, where the serial register card
is pulled. The label is attached at this time. If case
in issue is patented, the label is destroyed when the
card is pulled.

Emmmers are remmded that -only -one : retennon

llabel is necessary ‘Thus, if a retention label:is-already

present, .it. is: sufficient .te. me:ely -add.. “et al” g0 the
serial number cited theraon. .,

1302 08 Interference Search

Assummg that the case is found ready for 1ssue, the
examiner. makes an . “interference search” and ‘notes
the date and class and; subclasses searched in the file
wrapper. To..do this, the examiner inspects all the
pending prints and drawings (or all the digests if the
invention is not susceptible of illustration) in the rele-
vant subclasses of the class in which the application is
classified, and all other perunent classes, whether in
his or her group or elsewhere, in order to ascertain
whether any other apphcant is claiming substantlally
the same subject matter as is being allowed in the case
in hand. When any of the drawings or digests shows
such a condition to be likely, the corresponding file is
reviewed.

Note also § 1101.01(c).
If the search does not disclose any interfering appli-
cation, the examiner should prepare the case for issue.
An interference search may be required in Group
220. Inspection of pertinent prints, drawings, brief
cards and applications in Group 220 will be done on
request by an examiner in Group 220.

1302.09 Notations on File Wrapper

The examiner preparing the application for issue
fills out, in black ink, the appropriate spaces on the
face of the file wrapper.

To aid the Publishing Division and the printers, ex-
aminers should write the class and subclass on the
outside of the file wrapper as carefully and legibly as
possible. Each numeral should be distinct and any
decimal point should be shown clearly and in its
proper position.

Spaces are provided on the file wrapper for identi-
fying data of a prior abandoned application for which
the instant application is a Substitute, and for the
parent application(s) and prior foreign application(s).

The class and subclass and the name of ¢he examin-
er which are written in pencil on the file wrapper
should correspond to the class and subclass in which
the patent will issue and to the name of the examiner
preparing the application for issue.

See § 202.02 for notation as to parent or prior U.S.
application to be placed on file wrapper.

See §202.03 for notation as to foreign patent appli-
cation to be placed on file wrapper.

See § 1302.13 for name of examiner.

Examiners, when preparing an application for issue,
are to record the number of the claim selected for
printing in the Official Gazette in the box labeled
“PRINT CLAIM(S):” on the inside left flap of the
file wrapper above the “Index of Claims”.

The claim or claims should be selected in accord-
ance with the following instructions:

1. The broadest claim should be selected.
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2 Exannnem shonld ordmanly desngmﬁe but one"v'
claun .on-each invention;: althoug i'whett a. péxmdxty of -

inventions are claimed. in. an: application, :additional
claims wp to a maximum of ﬁve may be dwgnated for
publication. .~ .

3. A dependent claun should not be selected unless
the independent claim on which .it-depends is also
pnnted In the case of where a multiple dependent
claim is selected, the entire chain of claims for one
embodiment should be listed.

4. In reissue applications, the broadmt claim with
changes or the broadest additional reissue claim
should be selected for printing.

When recording this information in the box pro-
vided, the following items should be kept in mind:

1. Write the claims sumber clearly in black ink.

2. If muitiple claims are selecied, the claim numbers
should be separated by commas.

3. The claim designated must be referred to by
using the renumbered patent claim number rather
than the original application claim number.

1302,10 Naotations on Drawings and on Classifi-
cation (Issue) Slip

On the margin of the first sheet of drawing, the ex-
aminer indicates in black ink in the spaces provided
by the Draftsman’s stamp the figure to be printed in
the Official Gazette and also the final official classifi-
cation of the case. Ordinarily a single figure is select-
ed for printing. This figure should be consistent with
the claim to be printed in the Official Gazette. The nu-
merals snould fill as much of the space provided as
feasible. The figure to be printed in the Official Ga-
zette must not be one that is labeled “prior art”.

If the selected figure is not on the first sheet, the
examiner should indicate it also on the sheet where it
does appear. If there is no figure illustrative of or
helpful in understanding the claimed invention, no
figure need be selected. “None” may be written after
“0.G. Fig.” If, through inadvertence, the stamped
legend for O.G. Fig. and class and subclass appears
within the margin of the drawing, the examiner,
should make the notations outside of the margin.

Under current practice, the clerk of the examining
group does NOT enter any date when the case is
“sent to issue”. See §§ 903.07, 903.07(b) and $03.09 for
notation to be applied to the Issue Classification Slip
(Fotm PTO-270).

in all reissue applications, the number of the origi-
nal patent which is being reissued should be placed in
the box provided therefor below the box for the ap-
plicant’s name,

To ensure that both copies of the slip do not
become separated from the file, examiners should affix
the entire unit set to the inside left flap of the file
wrapper by stapling it in the area above the perfora-
tion. It is not necessary to remove the carbor paper.

The Altowed Files Unit of the Publishing Division
removes the original for use by Machine Operations
Branch and leaves the carbon copy in the file for use
by the printer.

ALLOWANCE AND ISSUE

1302.13

E 1302 :1 Reference to Amgnment Dnvismn

ssignment Division 'wi pas; g'
longer followed. See §303.:/: .

1302.12 Llstmg of Referenc%‘

All references whxch have been cited by the exam-
iner during the prosecution, including those appearing
in Board of Appeals decisions, and those submitted by
applicant if they conform to the requirements set
forth in §§ 707.05(b) or 708.02, or are listed in the re-
issue oath must be listed on either a form PTO-892 or
PTO-1449. All such reference citations will be print-
ed in the patent.

At time of allowance, the examiner may cite perti-
nent art in an examiner’s amendment. Such pertinent
art should be listed as usual on form PTO-892, a copy
of which is attached to the examiner’s amendment
form PTOL-37. Such pertinent art is not sent to the
applicant. Such citation of art is important in the case
of continuing applications where significant prior art
is often of record in the parent case. In the rare in-
stance where no art is cited in a continuation applica-
tion, all the references cited during the prosecution of
the parent application will be listed at allowance for
printing in the patent. See §§ 707.05 and 707.05(a).

When preparing an application for allowance, the
“final review” clerk will verify that there is at least
one list of references (PTQ-892) in the application.
All lists of references are maintained in the center sec-
tion of the file wrapper.

In the first action after termination of an interfer-
ence, the examiner should make of record in each ap-
plication all references not already of record which
were pertinent to any motions to dissolve and which
were discussed in the decision on motion.

In any case, otherwise ready for issue, in which the
erronecus citation has not been formally corrected in
an official paper, the examiner is directed to correct
the citation by an examiner’s amendment. See
§ 707.05(g).

Any new reference cited when the case is in issue,
under the practice of § 1308.01, should be added by
way of a PTO-892.

All copies of references placed in the file wrapper
during prosecution, should be retained therein, wheu
the allowed application is forwarded to the Publishing
Division.

1302.13 Signing

The primary examiner and the assistant examiner
involved in the allowance of an application will print
or stamp their names on the file wrapper in the place
of their signatures. Each examiner shall place his ini-
tials after his or her printed or stamped name. A pri-
mary examiner who prepares an application for issue
prints or stamps his or her name and initiais the file
wrapper only in the “Primary Examiner” space. A
line should be drawn through the “Assistant Examin-
er” box to make it clear that the absence of 4 name in
the box was not an oversight.
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1302 14

Only the names: ofthe pnmary emmme””' d the ‘ds-

sistant examiner appearing on the face of the applica-.
be. isted in. the prmted patent :

tion_ file wrapper will

1302.14 Reasons for Ailowanee

37 CFR 1.109 Reasons for aIlowance. If the examiner believes' that
the record of the prosecution as a whole does not make clear his or
her reasons for allowmg a claim’ or ciaims. the examiner may set
forth such. reasoning. The reasons shall be incorporated into an
Office action rejecting other claims of the application or.patent
under reexamination or be the subject of 2 separate communication

to the applicant or patent owner. The applicant or patent owner
may file a statement commenting on the reasons for allowance
within such time as may be specified by the examiner. Failure to
file such a statement shall not give rise to any implication that the
applicant or patent owner agrees with or acquiesces in the reason-
ing of the examiner.

Reasons for Allowance

One of the primary purposes of §1.109 is to im-
prove the auality and reliability of issued patents by
providing a complete file history which should clearly
reflect, as much as is reasonably possible, the reasons
why the application was allowed. Such information
facilitates evaluation of the scope and strength of a
patent by the patentee and the public and may help
avoid or simplify litigation of a patent.

The practice of stating the reasons for allowance is
not new and the rule merely formalizes the examiner’s
existing authority to do so and provides applicanis or
patent owners an opportunity to comment upon any
such statement of the examiner.

It should be noted that the setting forth reasons for
allowance is not mandatory on the examiner’s part.
However, in meeting the need for the application file
history to speak for itself, it is incumbent upon the ex-
aminer in exercising his or her responsibility to the
public, to see that the file history is as complete as is
reasonably possible.

When an application is finally acted upon and al-
fowed, the examiner is expected to determine, at the
same time, whether the reasons why the application is
being allowed are evident from the record.

In determining whether reasons for allowance
should be recorded the primary consideration lies in
the first sentence of §1.109 which states:

“If the examiner believes that the record of the
prosecution as a whole does not make clear his or
her reasons for allowing a claim or claims, the ex-
aminer may set forth such reasoning.” (Emphasis
added).

In most cases the examiner’s actions and the appli-
cant’s responses make evident the reasons for allow-
ance, satisfying the “record as a whole” proviso of
the rule. This is particularly true when applicant fully
complies with 37 CFR 1.111 (b) and (c), 37 CFR
1.119 and 37 CFR 1.133(b). Thus where the examin-
er’s actions clearly point out the reasons for rejection
and the applicant’s response explicitly represents rea-
sons why claims are patentable over the reference, the
reasons for allowance are in all probability evident
from the record and no statement should be neces-
sary. Conversely, where the record is not explicit as
to reasons, but allowance is in order, then a logical

' MANUAL OF PATENT EXAMINING PROCFDURE

. :_extensuon of"f37‘:CFR 1111 1119 and" 1:133.:would
dictate: :that: the'’ exammer :should: make:: ‘reasons:: of

record and such reasons: should ‘be: specxﬁc.

- Examiriers” should ‘give  particular >atfefition’
whether an application file reasonably indicates: the
reasons for allowance when the application is’ bemg
allowed in the first Office’ action, especially if prior
art' made of record in the file is very close ‘to the
claims; when an examiner withdraws ‘a rejection -for
reasons noi suggested by the applicant; when an ap-
plicant submits several arguments for allowing a claim
and the examiner finds not all of them persuasive; and
when the examiner allows a claim after remand from
the Board of Appeals.

Where specific reasons are recorded by the examin-
er, care must be taken to insure that such reasons are
accurate, precise and do not place unwarranted inter-
pretations, whether broad or narrow, upon the claims,
The examiner should keep in mind the possible misin-
terpretations of his or her statement that may be made
and its possible estoppel effects. Each statement
should include at least: (1) the major difference in the
claims not found in the prior art of record, and (2) the
reasons why that difference is considered to define
patentably over the prior art if either of these reasons
for allowance is not clear in the record. The state-
ment is not intended to necessarily state all the rea-
sons for allowance or all the details why claims are
allowed and should not be written to specifically or
impliedly state that all the reasons for allowance are
set forth.

Under the rule, the examiner must make a judgment
of the individual record to determine whether or not
reasons for allowance should be set out in that record.
These guidelines, then, are intended to aid the exam-
iner in making that judgment. They comprise illustra-
tive examples as to applicability and appropriate con-
tent. They are not intended to be exhaustive.

ExXaMPLES OF WHEN IT Is LIKELY THAT A
STATEMENT SHOULD BE ADDED TO THE RECORD

1. Claims are allowed on the basis of one (or some)
of a2 number of arguments and/or affidavits presented
and a statement is necessary to identify which of these
were persuasive, for example:

a. When the arguments are presented in an appeal
brief.

b. When the arguments are presented in an ordi-
nary response, with or without amendment of
claims.

¢. When both an affidavit under 37 CFR 1.131
and arguments concerning rejections under 35
U.S.C. 102 and 103 are presented.

2. First action issue:

a. Of a non-continuing application, wherein the
claims are very close to the cited prior art and the
differences have not been discussed elsewhere.

. Of continuing applications, wherein reasons for
aliowance are not apparent from the record in the
parent case or clear from preliminary filed matters.
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3 Wxthdrawa! of & rejectlon for rmms not sug-
gested by applicant, for example: .0
- a. As aresult‘ofan appeal‘j nferer

directed ‘or are not persuasnve alone and the exam-

iner comes to realizé’ that a more- oogent argument

is available. . . -

. ¢. When claims are amended to avmd a reJectlon

under 35 U.S.C. 102, but arguments (if any) fail to

address the question of obviousness.

4. Allowance after remand from the Board of Ap-

als.
pes Allowance coincident with the citation of newly
found references that are very close to the claims, but
claims are considered patentable thereover:

a. When reference is found and cited (but not
argued) by applicant.

b. When reference is found and cited by examwn-
er.

6. Where the reasons for allowance are of reccri
but in the examiner’s judgment, are unclear (e.g.,
spread throughout the file history) so that an unrea-
sonable effort would be required to collect them.

7. Allowance based on claim interpretstion which
might not be readily apparent, for example:

a. Article claims in which method limitations
impart patentability.

b. Method claims in which article limitations
impart patentability.

¢. Claim is so drafted that **
not applicable.

d. Preamble or functional language “breathes
life” into claim.

EXAMPLES OF STATEMENTS OF SUITABLE CONTENT

1. The primary reason for allowance of the claims
is the inclusion of .03 to .05 percent nickel in all of
the claims. Applicant’s second affidavit, in example §
shows unexpected results from this restricted range.

2. Duiing two telephonic interviews with appli-
cant’s attorney, Mr. ............ on 5/6 and 5/10/77, the
examiner stated that applicant’s remarks about the
placement of the primary teaching’s grid member
were persuasive, but he pointed out that applicant did
not claim the member as being within the reactor.
Thus, an amendment doing such was agreed to.

3. The instant application is deemed to be directed
to an unobvious improvement over the invention pat-
ented in Pat. No. 3,953,224. The improvement com-
prises baffle means 12 whose effective length in the
extraction tower may be varied so as to optimize and
to control the extraction process.

4. Upon reconsideration, this application has been
awarded the effective filing date of S.N. ............. Thus
the rejection under 35 USC 102(dy and 163 over Bel-
gium Patent No. 757,246 is withdrawn.

5. The specific limitation as to the pressure used
during compression was agreed to during the tele-
phone interview with applicant’s attorney. Dwuring
said interview, it was noted that applicants contended
in their amendment that a process of the combined
applied teachings could not result in a successful arti-

non-analogous” art is

1302.14

: dc wﬁhm the! amended pressure range.: The examiner

agreed to rely on this statement (see page 3, bottom,
of gpplicant’s amepd'nent), and the case was allowed.

.-6..1In the examiner’s opinion,_ it. would not be obvi-
ous to a. person .of -ordinary. skiil - in . the art first to

~ eliminaté one qf top' members’ 4, second to eliminate

plate 3, third’ ttach remaining member 4 directly
to tube 2 and finally to substitute this. modmed handle
for the handle 20 of Nania (see Fig. 1). especnally in
view of applicant’s use of term ° ‘consisting”.

ExXAMPLES OF STATEMENTS THAT ARE NOT
SUITABLE AS TO CONTENT

1. The 3 roll press ccuple has an upper roll 36
which is swingably adjustable to vary the pressure se-
lectively against either of the two lower rolls.
(OTE: The significance of this statement may not be
clear if no further explanation is given.)

2. The main reasons for allowance of these claims
are applicant’s remarks in the appea! brief and an
agreement reached in the appeals conference.

3. The instant composition is a precursor in the
manufacture of melamine resins. A thorough search of
the prior art did not bring forth any compositions
which corresponds to the instant compositions. The
examiner in the art also did not know of any art
which could be used against the instant composition.

4. Claims 1-6 have been allowed because they are
believed to be both novel and unobvious.

The examiner should rot include in his statement
any matter which does not relate directly to the rea-
sons for allowance. For example:

S. Claims 1 and 2 are allowed because they are pat-
entable over the prior art. If applicants are aware of
better art than that which has been cited, they are re-
quired to call such to the attention of the examiner.

6. The reference Jones discloses and claims an in-
vention similar to applicant’s. However, a comparison
of the claims, as set forth below, demonstrates the
conclusion that the inventions are noninterfering.

Most instances when the examiner finds a need to
place in the file a statement of the reasons for allow-
ing a claim or claims will ccme at the time of allow-
ance. In such cases the examiner should (2) check box
6 on the form PTOL-327 marked *“‘other’” and indi-
cate ‘“see attached statement of reasons for allow-
ance”, and (b) attach tiiereto a separate form contain-
ing the examiner’s statement of reasons for allowance.
The same general procedure will be followed in con-
nection with an examiner’s amendment (PTOL-~37) by
indicating thereon “see attached statement of reasons
for allowance” and attaching thereto the form con-
taining the reasons for allowance. Such a statement
should be typewritten. The form should identify the
application serial number and be clearly labeled
“Statement of Reasons for Allowance”. it should also
specify that comments may be filed by the applicant
on the statement and should preferably be submitted
with the payment of the issue fee so as not to delay
processing of the application and in any event no later
than payment of the issue fee.
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me Paragmph 2.13"03 my be: used for t.lus pm

mf@ﬂmgBmEumuws’smtofReascmFmAlbw-
amce: 1] Any comments considered necessary by applicant must

bembmﬂedmlz.erthmthel’aymtoflhelmuel’eemd.to
y the Issue

avoid processing delays, should preferably sccompan
Fee. Such submissions should be clurly labeled Commms on
Statement of Reasons for Allowmce ‘

- Exmminer Note:

Do wot use this paragraph in reexamination applications.

Such comments will be entered in the application
file by the Allowed Files Branch with an appropriate
notation on the “Contents” list on the file wrapper.

A statement may de sent applicant with cther com-
munications where appropriate but should be clearly
labeled as a “Statement of Reasons for Allowance”
and contain the other data indicated above.

Examiners are expected to prepare any statement of
their reascns for allowance accurately and precisely
$0 as not to place unwarranted interpretations, wheth-
er broad or narrow, on the claims. Where the examin-
er has a large number of reacons for allowing a claim,
it may suffice to state only the major or important
reasons, being careful to so couch the statement. For
example, a statement might start: “The primary reascn
for the allowance of the claims is the inclusion of the

Hritation .......coceeeeens in all the claims which is not
found in the prior art references,” with further ampli-
fication as necessary.

Stock peragraphs with meaningless or uninforma-
tive statements of the reasons for the allowance
should not be used. The statement of reasons for al-
lowance by the examiner is intended to provide infor-
mation equivalent to that contained in a file in which
the examiner’s Office actions and the applicant’s re-
sponses make evident the examiner's reasons for al-
lowing claims,

Examiners are urged to carefully carry out their re-
sponsibilities to see that the application file contains a
complete and accurate picture of the Office’s consid-
eration of the patentability of the application.

Finally, comments made by applicants on the exam-
iner’s statement of reasons for allowance will not be
returned to the examiner after their entry in the file
and will net be commented upon by the examiner.

1303 Notice of Allowance

37 CFR 1.311. Noetice of allowance. If, on examination, it shall
sppear that the applicant is entitled ¢ & patent under the law, &
notice of allowance will be sent to applicant at the correspondence
address indicated in § 1.33, calling for the payment of a specified
sum constituting the issue fee (§ 1.16), which shall be paid within
three months from the date of the mailing of the notice of allow-
ance.

(by An authorization (o charge the issue fee (§ 1.18) to & deposit
sceount may be filed in an individus! application, either before or
after mailing of the notice of allowance. Where an authorization to
charge the issue fee to a deposit account has been filed before the
mailing of the notice of allowance, the issue fee will be asutomatical-
ly chasged to the deposit account at the time of mailing the notice
of allowance.

The appropriate form of notice of allowance is pre-
pared and mailed, and the mailing date appearing
thereon is stamped on the file wrapper.

1303 01 Anmdment Received After _Allowance

If the amendmwt is filed under 37 CFR 1.312, see
§6 714.15 to 7 714. 16\6) If the amendment contains
c!..:ms copwd from a patent see § 1 01 G.{(g)

Isms BATCH NUMBER

All papers ﬁled by applicant in the Office after re-
ceiving the Notice of Allowance and before the time
the Issue Fee Recexpt is received should include the
Issue Batch Number. The Issie Batch Number is
printed on the Notice of Allowance form. The Issue
Batch Number consists of a capital letter followed by
two digits, for example; “A03”, “D18”, “F42”,
“J79". Use of the Issue Batch Numbers is important
since the allowed applications are filed by these num-
bers.

Any paper filed after receiving the Issue Fee Re-
ceipt should include the indicated patent number
rather than the Issue Batch Number. At this time in
the processing, the Issue Batch Number is no longer
useful since the application has been removed from
the batch at the time the patent number was assigned.

1303.02 Updelivered

In case a notice of allowance is returned, and a new
notice is sent (see § 707.13), the date of sending the
notice must be changed in the file to agree with the
date of such remailing.

1303.63 Not Withheld Due to Death of Inventor

The notice of allowance will not be withheld due
to death of the inventor if the executor or administra-
tor has not intervened. See §409.01(f).

1304 Amendments After D-10 Notice

“Secrecy Order” cases are not sent to issue even
when all of the claims have been allowed. Instead of
mailing an ordinary notice of allowance a D-10
Notice is sent. See §107.02.

If the “Secrecy Order” in a case is withdrawn after
the D-10 notice is mailed, the case should then be
treated like an ordinary application in condition for
allowance.

1304.01 Withholding From Issue of “Secrecy
Order” Cases

For amendments received after D-10 Notice. See
£107.02.

1308 Jurisdiction

Jurisdiction of the application remains with the pri-
mary examiner until the notice of allowance is mailed.
However, the examiner may make examiner’s amend-
ments correcting obvious errors, as, when brought to
the attention of the examiner by the printer, and also
may admit amendments under 37 CFR 1.312 which
are confined to matters of form in specification or
claims, or to the cancellation of a claim or claims.
The examiner’s action on other amendments under
£1.312 consists of a recommendation {o the Commis-
sioner.,
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.. To. mgamr; junsd:ctwn over the kme,,___the exammer ‘

Or..,e z..ge pa.ent has beczs gra..ted. the“Patent and

Trademnrk()fﬁcecantakenowmaoncemmgu

except as provided in 35 U.S.C.- 135 and 35 USC.

251 through 256 and 35 U.S.C. 302-307.

1306 ImeF‘ee

35 UsC 4I(a)z For issuing esch ong;mai or reiszue puent,
except in design or plant cases, $500.
35 US.C. 41(a)3.

c. On isguing each design patent, $175.

d. On issuing each plant patent, $250.

35 US.C. I51. If it appears that applicant is entitled to a patent
under the law, a written notice of allowance of the application shall
be given or mailed to the applicant. The notice shall specify & sum,
constituting the issue fee or a portion thereof, which shall be paid
within three months thereafier.

Upon payment of this sum the patent shall issue, but if payment
s not timely made, the application shall be regarded 23 abandoned.

Any remaining balance of the issue fee shell be paid within three
months from the sending of 2 notice thereof, and, if not paid, the
patent shall lapse at the (erminaticn of this three-month period. In
calculating the smount of a remaining balance, charges for e page
or less may be disregarded.

If any payment required by this section is not timely made, but is
submitted with the fee for delayed payment and the delay in pay-
ment is shown (o have been unavoidable, it may be accepted by the
Commrissioner as though no abandonment or lapse hed ever oc-
curred,

37 CFR 1.314. Iswwance of patent. 5 payment of the issue fee is
malymdc,ahepatemwdlmmmguhremmunmmme

is withdzawn from iseue (§1.313) or (b) issusnce of the
patect is deferred. Any petition by the spplicant requesting deferrel
of the issusnce of s patent must be accompanied by the fee set forth
in §1.17¢G) snd must include a showing of good and sufficient rea-
sons why it is necessary to defer issuance of the patent.

The Issue Fee is due three months from the date of
the Notice of Allowance. The amount of the Issue
Fee is shown on the Notice of Allowance. The
amounts due under 35 U.S.C. 41(a) are reduced by 50

centum for small entities, note the issue fees are
set forth in 37 CFw 1.18.

37 CFR 1.18. Patent issue fees.

(l)mm!mmgmhongmdwmmmnwmm

Byumﬂmﬂﬁl@(m $256.00

By oter then & emall catity 500,00
() leaue foe for Laviag o design petent:

By o small entity (§1.9(6) 67.50

By othier then & umell entity 175,00
() bsue fee for fasuing o plant patent:

By e amell ensity (§4.9(0) . 125.00

By other then & waall eatity 250.00

Applicants and their attorneys or agents are urped
to use the special fee transmittal forms provided wiin
the Notice of Allowance when submitting their pay-
ments,

The payment of the issue fee due may be simplified
by using a Patent and Trademark Office Deposit Ac-
count for such a fee. However, any such payment
must be specifically authorized by reference to the
“jasue fee” or “fees due under 37 CFR 1.18”.

le~— ALLOWANCE AND IQSUE

1306.02

The msue fee. wﬂl be mepted from the applicant,
assxgnee, ora reglstered attorne Or agent, either of
record or kunder

time for paymg issue fee, Intentional failure to pay
the issue fee within the three months permitted by 35
U.S.C. 151 doés 'not ‘amount to unavondable or ‘unin-
tentlonal delay in makmg payment S .

1306.01  Def erring Issuance of a Patent

There is a public polncy that the patent will issue in
regular ccurse once the issue fee is timely paid. 37
CFR 1.314. It has been the policy of the Patent and
Trademark Office to defer issuance of a patent, upon
request, for a2 period of up to one month only, in the
absence of extraordinary circumstances or require-
ment of the regulations (e.g., 37 CFR 1.177) which
would dictate a longer period. Situations like negotia-
tion of licenses, time for filing in foreign countries,
collection of data for filing a continuation-in-part ap-
plication, or a desire for simultaneous issuance of re-
faied applications are not considered to amount to an
extraordinary circumstance.

A petition to defer issuance of a patent is not ap-
propriate until the issue fee is paid. Issuance of a
patent cannot be deferred after an allowed application
receives a patent number and issue date unless the ap-
plication is withdrawn from issue under 37 CFR
1.313(b). The petition to defer is considered at the
time the petition is correlated with the application file
before the appropriate deciding official (M.P.E.P.
1002.02(b)6). In order to facilitate consideration of a
petition Yor deferment of issue, the petition should be
firmly attached to the Issue Fee Transmittal form
(PTO-85b) and clearly labeled as a Petition to Defer
Issue; Attention: Office of the Deputy Assistant Com-
missioner for Patents.

1306.02 Simultaneous Issuance of Patents

Where applications have been allowed and a Notice
of Allowance and Issue Fee Due (PTOL~85) has been
mailed in each application, a request for simultaneous
issuance will be granted. Unless all the applications
have reached this stage of processing, or a specific re-
quirement of the regulations is involved (e.g., 37 CFR
1.177), a request for simultaneous issuance generally
will not be granted.

Applicanis and their attorneys who desire the si-
multaneous issue of allowed applications must submit
the request to: Commissioner of Patents and Trade-
marks, Washington, D.C. 20231, Attention: Office of
Publications, CP-2, Room 5C26.

The request must contain the following information
about each allowed application for which simulta-
neous issue is requested:

(1) Seria! number

(2) Filing date

(3) Name(s) of inventor(s)

(4) Title of invention

(5) Date of allowance

1300-9



 *136603

"Separate cop:m of he requ_est ‘mivis
Issue Fee Transmittal: (PTO«;SSb

1306.03 Pract;ce Aﬁw Payment of Issue Fee

Payment of . the.lssue fee is a s1gmficam event in
several regulations (37 CFR 155fb), 1.312,° 1. 334),
which _effectively . terminates an . apphcant’s nght to
have certain matters consndered by the Patent and
Trademark Office unless the timeliness provnslons of
these regulations are waived or suspended pursuant to
37 CFR 1.183.

A piovision of the regulations may be waived or
suspended pursuant to 37 CFR 1.183 only if (1) the
prov:snon is not a statutory requirement; (2) the fact
situation amounts to an extraordinary circumstance;
and (3) the interests of justice require that relief be
granted. A petition must be filed promptly setiing
forth facts which would justify granting this extraor-
dinary relief. Obviously, these facts should demon-
strate diligent behavior by those prosecuting the ap-
plication throughout the pendency of the application
and explain why, by way of example, perfection of a
claim for priority (37 CFR 1.55b), amendments to the
applications (37 CFR 1.312), or presentation and re-
cordation of an assignment was not done earlier in the
prosecution.

Since a patent number and issue date are assigned
to an application approximately within two (2) weeks
after the issue fee is received in the Patent and Trade-
mark Office, and this event starts a printing routine
that takes about eight (8) weeks, the availability of an
application file being processed into a patent is re-
stricted. Relief may not be available under some cir-
cumstances because of the requirements of processing
the application into 2 patent grant, even though relief
would have been appropriate. Accordingly, it is most
important that application files be reviewed thorough-
Iy upon receiving the Notice of Allowance and Issue
Fee Due to ensure that the application is complete in
all respects and ready for printing.

1307 Change in Classification of Cases Which
Are in Issue
See § 903.07.

1308 Withdrawal From Issue

37 CFR 1.313. Withdrawal from issue.

(ay Applications may be withdrawn from issue for further action
at the initiative of the Office or upon petition by the applicant. Any
such petition by the spplicent must include a showing of good and
sufficient reasons why withdrawal of the application is necessary
and, if the reason for the withdrawal is not the fault of the Office,
must be accompanied by the fee set forth in § 1.17(i). If the applica-
tion is withdrawn from issue, s new notice of allowance will be
sent if the application is again allowed. Any emendment sccompan-
ing & petition to withdraw an spplication from issue must comply
with the requirements of § 1.312,

(by When the issue fee has been paid, and the patent to be issued
has received its issue date and patent numbes, the application will
not be withdrawn from issue for any reason except (1) mistake on
the part of the Office, (2) 2 -nlation of § 1.56 or illegality in the
application, (3) unpatentability of one or more claims, or (4) for in-
terference.

If the applicant wishes to have the case withdrawn
from issue, he or she must petition the Commissioner

MANUAL OF PATENT EXAMINING PR()CEDURE o o

authonty to’ w1thdraw an- appllcatlon from issue:‘Once
the: allowed appllcatlon Teceives a patent number’ and
issue date, withdrawal - is- permntted ‘only for-‘the ‘rea:
sons stated in ‘37 CFR 1.313(b). While the" specific
time period varies, an allowed application generally
receives a patent number and issue date within two
weeks after the issue fee is received in the Patent and
Trademark Office. The status of the application at the
time the petition is correlated with the application file
before ihe appropriate deciding official is determina-
tive of whether the petition is considered under 37
CFR 1.313(a) or 37 CFR 1.313(b).

In addition to the specific reasons identified in 37
CFR 1.313(b), applicant should be able to identify
some specific and significant defect iix the allowed ap-
plication before the application will be withdrawn
from issue. It is the policy of the Patent and Trade-
mark Office to permit an application to be withdrawn
from issue under 37 CFR 1.313(2) to file a continuing
application unless the application to be withdrawn is
itself a continuing application. This policy does not
affect applicant’s right and ability to file a continuing
application on or before the last day the issue fee is
due and permit the parcnt application to become
abandoned for faiiure to pay the issue fee. 35 U.S.C.
151.

Unless applicant receives a written communication
from the office that the applicatii:.. has been with-
drawn from issue, the issue fee must ve timely submit-
ted to avoid abandonment.

1308.01 Rejection After Allowance

A claim noted as allowable shall thereafter be re-
jected only with the approval of the primary examin-
er. Great care should be exercised in authorizing such
rejection. See § 706.04.

When a new reference is discovered, which obvi-
ously is applicable to one or more of the allowed
claims in an application in issue, and where a suffi-
cient portion of the statutory period for payment of
the issue fee remains, the examiner is authorized to
enter a letter informing applicant of the proposal of
requesting withdrawal from issue for the purpose of
rejecting the claim or claims as fully met by, or obvi-
ously unpatentable over the new reference. The letter
should apply the reference in detail and should also
set a time limit (within such statutory period), within
which applicant may respond by way of argument or
amendment under 37 CFR 1.312 to overcome the ref-
erence and avoid the necessity for withdrawal from
issue. Such a letter, with the reference and file, should
be submitted to the group director before mailing.
After the letter is mailed, the file wrapper should be
retained by the examiner to prevent inadvertent issu-
ance of the patent.

If insufficient time remains to carry out the above,
or if no response is received, or if a response is filed
and it fails to overcome the reference, or if the above
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pose

encé This letter’ ‘should cite “the” refer
need be, briefly state its application. The- letter should
be submitted with the reference and the file wrapper.
Upun approval of ‘this request,’ the letter is taken to

he Publishing Division and the apphcatxon is stamped
“‘lethdrawn" over the name stamp and initials of the
primary examiner. It is then returned to the group
from which it came; the withdrawal from issue is en-
tered on the vegister, and the application is thus re-
stored to its former status as a pending apphcatlon
awaiting action by the examiner. The examiner at
once writes a letter in the case stating that the appli-
cation has been withdrawn from issue, citing the new
reference, and rejecting the claims met thereby.

The letter is given a paper number and placed in
the file.

If the examiner’s proposed action is not approved,
the letter requesting withdrawal from issue should not
be placed in the file.

If the issue fee has aiready been paid and prosecu-
tion is reopened, the applicant may request a refund
or request that the fee be credited to a Deposit Ac-
count. However, applicant may wait until the applica-
tion is either found allowable or held abandoned. If
allowed, upon receipt of a new Notice of Allowance,
applicant may request that the previously submitted
issue fee be applied. If abandoned, applicant may re-
quest refund or credit to a Deposit Account.

If the issue fee has been paid, the examiner should
forward the request to withdraw the application from
issue to the Office of the Deputy Assistant Commis-
sioner for Patents after the reguest is approved by the
Group Director. The actual withdrawal will be hap-
dled by the Deputy Assistant Commissioner’s Office
and then the application will be returned to the exam-
iner for prompt action as noted above.

1308.02 For Interference Purposes

It may be necessary to withdraw a case from issue
for reasons connected with an interference. For the
procedure to be followed see §§ 1101.01(0) and
1112.04.

1308.03 Quality Review Program for Examined
Patent Applications

The Office of Quality Review administers a pro-
gram for reviewing the quality of the examination of
patent applications. The general purpose of the pro-
gram is to improve patent quality and increase the
likelihood of patents being found to be valid.

The quality review is conducted by Patentability
Review Examiners on a randomly selected sample of
allowed applications from each Art Unit. The sample
is computer generated under the ~ffice-wide computer
system (PALM II), which selects a predetermined
number of allowed applications from each Art Unit
per year for review only, and v-hich selects from each
Art Unit’s sample a sub-sample of allowed applica-
tions for both review and full research. The only ap-

rences, or bv ‘

The Patentablllty Revxew Exammer mdependently
reviews' each sampl'e'dﬂ.appli on assigned to his or
her docket to determine whether any claims may be
unpatentable The Patentability Review Exammer
may consult with, discuss or review an application
with any other reviewer or professional in the exam-
ining corps, except the professional who acted on the
application. The review will, with or without addi-
tional search, provide the exammmg corps personnel
with information which will assist in improving the
quality of issued applications. The program shall be
used as an educational tool to aid in identifying prob-
lem areas in the examining Groups.

Reviewed applications may be returned to the Ex-
amining Groups for consideration of the Reviewer’s
question(s) as to adequacy of the search and/or pat-
entability of a claim(s). The Group Director deter-
mines the appropriateness of the field of search and
also has the authority to decide questions of patent-
ability raised by the Reviewers. The Group Director
may present the question of patentability to a panel
including:

1. Reviewer

2. Examiner

3. SPE

4. Group Director

5. Director of Quality Review

The purpose of the panel is to elicit a full discussion
of all patentability questions and to serve as a learning
experience for all interested and involved profession-
als. The Group Director will make the final decision
on all patentability questions.

If, during the quality review process, it is deter-
mined that one or more claims of a reviewed applica-
tion are unpatentable, the prosecution of the applica-
tion will be reopened. The Office action should con-
tain as an opening Form Paragraph 13.04,

13.04 REOPEN PROSECUTION—AFTER NOTICE OF AL-
LOWANCE

Prosecution on the merits of this application is reopened on claim
£1] considered unpatentable for the reasons indicated below: [2]
Examiner Note:

This paragraph should be used when a rejection is made on any
previously allowed claim(s) which for one reason or another is con-
sidered unpatentable after the Notice of Allowance has been
mailed.

Make appropriate rejection(s) as in any other action.

1. In bracket 1 identify claim(s) that are considered unpatentable,

2. In bracket 2 state all appropriste rejections for each claim con-
sidered unpatentable.

When the Office action includes a rejection of
claims in addition to any claims considered unpatenta-
ble by the Patentability Review Examiner, the action
should contain not only the above quoted paragraph,
but also Form Paragraph 13.05
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o 13 05 REC‘PEN PROSECUTION—VACATE ':ﬁ')T?'CE OF'AL- '

~ Applmmtmadvmdthattheh!om : []‘

vacated. If the tmae fee has slready been pmiapphmt may  re-
quest a refund or request that the fee be credited 1o 2 Deposit Ac-
count.: However, applicant may wait until the spplication is either
found ellowable or held shandoned. Ifﬂlowed,@onrwelptofa
new Notice of Allowsnce, applicent may request that the previous-
iy submitted izeue fee be applied. Ifabnndoned,applmtmayrc-
quest refund or credit to a Deposit Account.

Exsminer Nete: .

manraphmmbeuwdwhenthepmsemmmreopened
after the mailing of 2 Notice of Allowance.

t. In bracket 1 insert date of Notice of Allowance.

Quality Review forms and papers are not to be in-
cluded with Office actions, nor should such forms or
papers be retained in the file of any reviewed applica-
tion whether or mot prosecution is to be reopened.
Only those applications, wherein the prosecution has
been reopened, will reflect in the record that a quality
review has taken place.

Whenever an application has been returned to the
Group under the Quality Review Program, the
Group should promptly decide what action is to be
taken in the application and inform the Office of
Quality Review of the nature of that action by use of
the appropriate form. If prosecution is to be reopened,
only the forms should be returned to the Office of
Quality Review. In all other instances, both the appli-
cation and the forms should be returned to the Office
of Quality Review.

1309 lIssue of Patent

The files of allowed cases (not patented files) are
kept in the Publishing Division, arranged in batch
number order. When the Issue fee is paid within the
time allowed by law, the file is given a patent number
and date, after which it is sent for printing of the
specification. A bond paper copy of the drawing and
specification is ribboned and sealed in the Publishing
Bivision and finally signed.

See §1303.01 for explanation of “Issue Batch
Number.”

PATENT PRINTING PRIORITY

The applications placed in the weekly formulation
of an issue set aside for printing will be sclected ac-
cording to the following priorities:

1. Allowed cases which were made special by the
Commissioner (including those under the Spe-
cial Examining Procedure).

2. Allowed cases that have a U.S. effective filing
date more than five years old.

3. Allowed reissue applications.

4. Allowed applications having an effective filing
date earlier than that required for declering an
interference with a copending application
claiming the same subject matter.

5. Allowed application of a party involved in a ter-
minated interference.

6. Allowed applications in which the applicant has
filed a request in the nature of a petition setting
forth reasons for advancing the priniing date,

MANUAI. OF PATENT EXAMINING PROCEDURE

7 ﬁllnwed apphcatxons tcady for. prmtmg and not s

7 : catego
L \smi be by chronologlcal sequence ‘based on the
date the issue fee was paid. ..

To ensure that any apphcatxon fallmg w:thm the
scope of the categories outlined above and identified
by numbers 1 to 5. receives special treatment. the ex-
aminers should ataple on the file wrapper a tag enti-
tled “Special in Publishing Division.” The special ag,
PTO-1101, may be obtained from the group clerk.
The examiner shall print directly on the tag the reci-
tation “In Publishing Division” and the appropriste
printing category outlined above. The appiication is
then forwarded to Publishing Division.

The personnel in the Publishing Division will then
set the tagged cases aside and make a motation that
further processing of this application will ‘be “spe-

ial i1}

In cases falling in category No. 6, the request must
be filed after the Notice of Allowance has been re-
ceived and no later than the date the issue fee is paid.
The request must be directed to the Head of the Pub-
lishing Division.

35 U.5.C. 2 Seal The Patent and Trademark Office shall have a
seal with which letters patent, certificates of trademark regisire-
tions, and papers issued from the Office shall be authenticated.

35 US.C 153. How issued. Patents shall be issued in the name of
the United States of America, under the seal of the Patent and
Trademark Office, and shall be signed by the Commissioner or
have hir signature placed thereon and attested by an officer of the
Patent and Trsademark Office designated by the Commissioner, and
ghall be recorded in the Patent and Trademark Office.

35 US.C. 154 Contents and term of pateni. Every patent shall
contain a short title of the invention and a grant to the patentee, his
heirs or assigns, for the term of seventeen years, subject to the pay-
ment of issue fees as provided for in this title, of the right to ex-
clude others from making, using, or selling the invention through-
out the United States, referring to the specification for the particu-
lars thereof. A& copy of the specification and drawings shall be an-
nexed to the patent and be a part thereof.

PRINTING PRACTITIONERS’ NAMES ON PATENTS

The Office has adopted the following procedure for
printing a firm name, the names of up to three regis-
tered patent practitioners, or no practitioner’s name
on the patent.

The Notice of Allowance form, PTOL-85, has
been redesigned in part to provide a space on PTOL~
85b, the Issue Fee Transmittal form, for the person
submitting the base issue fee to indicate, for printing,
the names of up to three registered patent attorneys
and agents or, alternatively, the name of a single firm
which has as a member at least one registered patent
attorney or agent. If the person submitting the issue
fee desires that no practitioner’s name be printed on
the patent, the space provided on the Issue Fee
Transmittal form should be left blank. If no name is
given, no name will be printed.

This procedure is intended to solve various prob-
lems encountered since the practice of recognizing
firms was discontinued. While some slight additional
eifort on the part of the attorney or agent is thus in-
volved if he or she desires to have a printed entry on
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5 the patent, the followmg advantagts are provxded by~
- the new procedure: (1) it permits printing firm names

‘on patents even though firms are no longer registered
with or recognized by the Office in new applications;
(2) it aliows the names of those individuals who actu-
ally performed the work of preparing and prosecuting
the application to appear on the printed patent; and
(3) it grants an attorney or agent the option of not
having his or her name appear on the printed paten’.

ASSIGNMENT PRINTED ON PATENT

The Issue Fee Transmittal Form portion (PTOL-
85b) of the Notice of Allowance provides a space
(item 2) for assignment data which should be complet-
ed in order to comply with 37 CFR 1.334. Unless an
assignee’s name and address are identified in item 2 of
the Issue Fee Transmittal Form PTOL-85b, the
patent will issue to the applicant. Assignment data
printed on the patent will be based solely on the in-
formation so supplied.

A request for correction of error arising from in-
complete or erroneous information furnished in item 2
of PTOL-85b will not be granted as a matter of
course and will be subject to adherence to all the re-
quirements of 37 CFR 1.323.

ASSIGNEE NAMES

Only the first appearing name of an assignee will be
psinted on the patent where multiple names for the
same party are identified on the Issue Fee Transmittal
form, PTOL-85b. Such multiple names may occur
whesn both a legal name and an “also known as” or
“doing business as” name is also included. This print-
ing practice will not, however, affect the practice of
recording assignments with the Office in the Assign-
ment Division. The assignee entry on form PTOL-
85b should still be completed to indicate the assign-
ment data as recorded in the Office. For example, the
assignment filed in the Office and therefore the
PTOL-85b assignee entry might read “Smith Compa-
ny doing business as (d.b.a.) Jones Company.” The as-

KLLGWANCE AND lSSUE

‘ ‘-' sxgnee eutty on the prmted patent wxll read “Smxth o
o Company '

Various ofﬁcals mcludmg the head of the. Publish-
ing Division have been designated as attesiing officers
to attest to the name of the Commissioner. The assist-
ant head of the Publishing Division acts as attesting
officer in the absence or unavailability of the head of
the Division.

1309.01 “Printer Waiting” Cases

When the printer finds an apparent error in an ap-
plication, the file is returned to the Office with an at-
tached “Printer Waiting” slip noting the supposed
error.

The Patent Issue Division forwards such “printer
waiting” applications to the group director’s secre-
tary. The secretary acts as a contirol center in each
examining group and forwards the applications to the
examiner by the appropriate route. The application
should be taken up and acted on immediately and re-
turned to the group director’s secretary within 24
hours (excluding weekends and holidays). Either nec-
essary corrective action should be taken or zn indica-
tion should be made that the application is considered
to be correct as it stands.

If the examiner concurs in the criticisms, the errors
should, if possible, be corrected in clean red ink and
initialed or be corrected by examiners’ amendment.
See § 1302.04.

If the required correction cannot be cured by exam-
iner’s amendment, the application may have to be
withdrawn from issue. This may sometimes be avoid-
ed if the applicant or his or her representative is tele-
phoned immediately, and the error is corrected by

~ amendment under 37 CFR 1.312.

The applications are picked up from the secretary’s
office by the messenger and returned to the Patent
Issue Division for forwarding to the printer. THESE
APPLICATIONS SHOULD NOT BE MAILED
TO THE PUBLISHING DIVISION.
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