© 301

Assigaability of Patents and Applications
301.0! Aceeldhiiity of Anﬁgﬂuent Record@

30502 Claimed Suhjeet Matter the Same of Not Pmauy Mer-
eat }
306 Amimmt of Divigion, Continuation, Substitute, sad Comma
i ation-in-Pert in Relation to Perent Casé
307 lesue 1o Assigaes ,
308 . Nodee of Allowasce Whefe App cnhon Is “\wm .

309 Restriction Upon Employecs of Patent and Trademark Office
310 License Rights to Contractor Owned Investions made umder
. Federally-Sponsored Research and Devemm C
311 Filipg of Notice of Arbitration Awards

301 Assignability of Patents and Applications

35 U.S.C. 261. Ownership; assignment, Subject to the provisions of
this title, patents shall have the attributes of personal property.

Applications for patent, patents, or any interest therein, shall be -

assignable in law by an instrument in writing. The applicant, paten-
tee, or his assigns or legal representatives may in like manner grant
and convey an exclusive right under his application for pateat, or
patents, to the whole or any specified part of the United States.

A certificate of acknowledgment under the hand and official seal
of a person authorized to administer oaths within the United States,
or, in a2 foreign country, of a diplomatic or consular officer of the
United States or an officer authorized to administer oaths whose
authority i proved by a certificate of a diplomatic or consular offi-
cer of the United States, or apostille of an official designated by a

foreign country which, by treaty or convention, accords like effeci:

to aposiilles of designated officials in the United States, shall be
prima facie evidence of the execution of an assignment, grant or
conveyance of a patent or application for patent.

An assignment, grant, or conveyance shall be void as against any
subseguent purchaser or mortgagee for valuable consideration,
without notice, unless it is recorded in the Patent and Trademark
Office within three months from its date or prior to the date of
such subsequent purchase or mortgage.

35 U.S.C. 262 Joins owners. In the absence of any agreement to
the contrary, each of the joint owners of a patent may make, use or
sell the patented invention without the consent of and without ac-
eounting to the other owners.

37 CER 1.331. Recording of assignments. (a) Assignments, includ-
ing grants and conveyances, of patents, national applications, or in-
ternational applications whick designate the United States of Amer-
ica, will be recorded in the Patent and Trademark Office under 35
U.S.C. 261. Other instruments affecting title to a patent, a national
application, or an international application which designates the
United States of America, and licenses, even though the recording
thercof may not serve as constructive notice under 35 U.S.C. 261,
will be recorded as provided in this section or in the discretion of
the Commissioner. Any instrument to be recorded, except those
unget Part 7 of this title, must be accompanied by the fee set forth
in § 1.21(k).

(by No instrument will be recorded which is not in the English
fanguage and which does not amount to an assignment, grant, mori-
gage, lien, incumbrance, or license, or which does not affect the
title of the patent or invention to which it relates, and which does
not identify the patent or application to which it relates, except as
ordered by the Commissioner,

{c) An instrument relating to a patent should identify the patent
by number and date (the name of the inventor and title of the in-
vention as stated in the patent should also be given); an instrument
relating to a national application, or an international application
which designates the United States of America should identify the
spplication by serial number or international application number
and date of filing (the name of the inventor and title of the inven-
tion as stated in the application should also be given) but if an as-
signment is executed concurrently with or subsequent to the esecu-
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‘ap _ is ﬁled or before
its serw.l number or internationsl ‘application siimber and filing date
are ascertained, it should adequately, identify the _2pplication, as hy
its date of execution and name of the'inventor and title of the in-
vention; so. tbae there can be no mxstake as to- me palent or appllca-
ticon intended. - 8E

<37 CFR 1. 333 Candmonal Amgnmenfs Amgnments whrcb are
made 'conditional on the performance of certain acts or events, as
the payment of money or other cofidition subsequent, if récorded in
the Office are regarded as absolute assignments for Office purpos&c
until cancylled with the written consent of both parties or by the
deciee of & competent court. The Office has no means for deter-
mining whether such conditions have been fulfilled.

301.01 Accessibility of Assigmneﬁt Records

37 CFR 1.12: Assignment records open to public inspection.

(a) The assignment records, relating to original or reissue patents,
including digests and indexes, and assignment records relating to
pending or abandoned trademark applications and to trademark
registrations are open to public inspection and copies of any instru-
ment recorded may be obtained upon request end payment of the
fee set forth in § 1.19(a)(5).

(b) Assignment records, digests, and indexes, relating to any
pending or abandoned patent application are not available to the
public. Copies of any such assignment records and information with
respect thereto shall be obtainable only upon writien authority of
the applicant or applicant’s assignee or attorney or agent or upon a
showing that the person seeking such information is a bona fide
prospective or actual purchaser, mortgagee, or licensee of such ap-
plication, unless it shall be necessary to the proper conduct of busi-
ness before the Office or as provided by these rules.

(c) Any request by a member of the public seeking copies of any
assignment records of any pending or abandoned patent application
preserved in secrecy under § 1.14, or any information with respect
thereto, must (1) be in the form of a petition accompanied by the
petition fee set forth in § 1.17(i) or (2) include written authority
granting access to the member of the public to the particular as-
signment records from the applicant or applicant’s assignee for at-
torney or agent of record.

{d) An order for a copy of an assignment should give the identifi-
cation of the record. If identified only by the name of the patentee
and number of the patent, or in the case of a trademark registration
by the name of the registrant and number of the registration, or by
name of the applicant and serial number or international application
number of the application, «n extra charge as sat forth in § 1.21(f)
will be made for the time consumed in making a search for such
assignment.

Assignments relating to applications for registration
of trademarks are open to public inspection.

The Office will not open certain parts only of an
assignment document to public inspection. If such a
document contains two or more items, any one of
which, if alone, would be open to such inspection,
then the entire document will be open. Thus, if an as-
signment covers either a trademark or a patent in ad-
dition to one or more patent applications, it will be
available to the public ab initio; and if it covers a
number of patent applications, it will be so available
as socn as any one of them is patented. Assignments
relating only to one or more pending applications for
patent will not be open to public inspection.

If the application on which a patent was granted is
a division or continuation of an earlier case, the as-
signment records of that case will be open to public
inspection; similar situations involving coutinuation-in-




Asmgnment records relatmg to rexssue appllcahoms""

are open to public mspectlon._ B TE

302 Eﬂ’ect of Recordmg

37 CFR E 332. Receipt end recordmg Assxgnmcnts are recordeé in
regular order as promptly as possible, and then transmitted with the
date and identification of the record stamped thereon to the persons
entitled to them. The date of record is the date of the receipt of the
assignment at the Office in proper form. and accompanied by the
fee set forth in § 1.21(h).

The Patent and Trademark Office will accept and
record legible certified copies of original assignmenis
or other instruments.

The certified copy, if not in the English language,
will not be recorded unless accompanied by a transla-
tion signed by the translator.

Certification shall be to the fact that the instrument
submitted is a true copy of the original and shall be
made by a notary public or, if in a foreign country,
by a consular officer of the United States or an officer
authorized to administer oaths and authenticated by a
consular officer of the United States. Certification
may also be made in the form of a declaration (37
CFR 1.68).

303 Endorsing Assignments on Pending Applica-

tions

Certified copies of patent applications as filed, do
not include an indication of assignments. Applicants
desiring an indication of assignments of record should
request separately certified copies of assignment docu-
ments and submit the fees required by 37 CFR
1.19(b)(1) and (2).

When the determination of the assignment condi-
tion of an application is significant, as in the factual
situations represented by §§ 304 and 305, or whea for-
warding a form PTO-850 to the Board of Patent In-
terferences, it is necessary to submit the application to
the Assignment Division for a title report.

304 Conflicting Subject Matter in Two Applica-
tions of Same Inventor, One of Which Is As-
signed

Where applicant has pending two applications with
overlapping subject matter claimed therein, and as-
signs one of the applications in its entirety, which as-
signment is duly recorded in the Patent and Trade-
mark Office, the assigned application at once may
become a reference against the second application for
all common subject matter disclosed, irrespective of
the dates of filing of the two applications, and also of
any subsequent assignment of the second case to an-
other assignee.

Use Form Paragraph 3.01. in conflicting subject
matter situations.

3.01 Conflicting Subject Matter in two Applications of Same Inventor,

one of Which [s Assigned

This application has overlapping subject matter with that of ap-
plicant’s copending application serial number [1]. Since an assign-
ment of the copending application has been recorded in the Patent

and Trademark Office, applicant is advised that the copending ap-
plication is considered a reference against the instant application for

. of these t

applications; &ad also of any subsequent mgnment of
this applicztion to-another assngﬂee SeuMP‘E" 304. - -

Eaminer Note: vl g E S A

This paragrsph only app’ whcn ‘'t (nustant ‘app! hcatm is not
assigned, and thus knowledge thereof cannot be'disclosed i 'the co-
pending applxcatton Thus, the’ pres“mptlon i§ ' made” that “the co-
pending “(assigned) “application’ is prior-art, placmg ‘the ‘biirden on
applicant to overcome the’ presumpuon "I ‘both ‘dre-commonly as-
signed, this presumption i not made and a normal douole patentmg
rejection is made.

305 Different Inventors, Comimon Ownership
Where there is 2 common assignee of two or more

applications by different inventors mvolvmg conflict-

ing subject matter see § 804,03, Note, that in order to

reject on the grounds of double patenting the cases
must have the same inventive entity. See § 804.

305.02 Claimed Subject Matter the Same or Not
Patentably Different

Where the applications by different inventors but of
common ownership claim the same subject matter or
subject matter that is not patentably different, ques-
tions of interference t .rebetween and with third par-
iiles are handled as indicated in §§804.03 and
1101.01(b).

306 Assignment of Division, Continuation, Sub-
stitute and Continugtion-in-Part in Relation
to Parent Case

In the case of a continuation-in-part, a prior assign-
ment of the original application is not applied to the
continuation-in-part application bccause the assign-
ment of the original application gives the assignee
only the subject matter comn:un to both applications.
Continuation-in-part applications require separate as-
signments if they are to be issued to an assignee.

The front page of the prinied patent includes all
identifying parent data of continuation-in-part, con-
tinuation, divisional, and reissue applications. It
should be noted, however, that inclusion of this infor-
mation does not necessarily indicate that the claims
are entitled to the benefit of the earlier filing date.

The Assignment Division has discontinued mailing
notification in cases where there is a conflict in as-
signment between an original application and its divi-
sional, continuation, substitute, or continuation-in-part
application. Where there are conflicting assignments,
the patent will normally issue to the applicant.

3&7 issue to Assignee

35 US.C. 152 Issue of patent to assignee. Patents may be granted
to the assignee of the inventor of record in the Patent and Trade-
mark Office, upon the application made and the specification sworn
to by the inventor, except as otherwise provided in this title.

37 CFR 1.334. Issue of patent to assignee. (@) In case of an assign-
ment of the entire interest in the invention and application, or of
the entire interest in the patent to be granted, the patent will nor-
mally issue to the assignee. If the assignee should hold an undivided
part interest, the patent will normally issue jointly to the inventor
and the sssignee. If it is desired that the patent so issue, the assign-
ment in either case must first have been recorded, and at & day not
later than the date payment is made of the issue fee.

() At the time of payment of the issue fee, a statement must be
furnished indicating whether or not an assignment has been filed
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issue fee, the assigmes may petition that the putent ssue to the:as-
signee. as recorded.: Any such ‘petition: must be: wmpamed by the
fee set forth in § 1. 176

For the patent to. normally issue to an-assignee, ‘the
assignment must be recorded in the Patent and Trade-
mark Office at a date not later than the day' on whlch
the issue fee is paid.

Only the first appearing name of an assignee w11! be
printed on the patent where multiple names for the
same party are identified on the Issue Fee Transmittal
form, PTOL-85b. Such multiple names may occur
when both a legal name and an “also known as” or
“doing business as” name is also included. This print-
ing practice will not, however, affect the existing
practice of recording assignments with the Office in
the Assignment Division. The assignee emtry on form
PTOL-85b should still be completed to indicate the
assignment data as recorded in the Office. For exam-
ple, the assignment filed in the Office and therefore
the PTOL-85b assignee entry might read “Smith
Company doing business as (d.b.a.) Jones Company.”
The assignee entry on the printed patent will read
“Smith Company.”

Irrespective of whether the assignee participates in
the prosecution of the application, the patent issues to
the assignee if so indicated on the Issue Fee payment
form.

308 Notice of Allowance Where Application Is
Agsigned

The Issue Fee Transmittal Form portion (PTOL-
85b) of the Notice of Allowance provides a space
(item 2) for assignment data which should be complet-
ed in order to comply with 37 CFR 1.334. Unless an
assignee’s name and address are identified in item 2 of
the Issue Fee Transmittal Form PTOL-85b, the
patent will issue to the applicant. Assignment data
printed on the patent will be based solely on the in-
formation so supplied.

A request for correction of error arising from in-
complete or erroneous information furnished in item 2
of PTOL-85b will not be granted as a matter of
course and will be subject to adherence to ail the re-
quirements of 37 CFR 1.323.

309 Restrictions Upon Employees of Patent and
Trademark Office

35 U.S.C. 4. Restrictions on officers and employees as to interest in
patents. Officers and employees of the Patent and Trademark Office
shall be incapable, during the period of their appointments and for
one year thereafter, of applying for a patent and of acquiring, di-
rectly or indizectly, except by inheritance or bequest, any patent or
any right or interest in any patent, issued or 10 be issued by the
Office. In patents applied for thereafter they shall not te entitled to
any priority date earlier than one year after the termination of their
appointment,

(c) 1t th'- ‘W i recorded aﬁer the' dawﬂf pnyment of the ‘

““The U. S Govemment has a paxd-up hcense in

- this inventionand:-the right -in limited circum-

- stances to require - the patent owner ‘to" license

' othérs on reasonable feras as provided for by the

terms of contract No. (or ‘Grant No. ) awarded by
(Agency).”

If reference is made in the firsi sentence of the ap-
plicaiion to prior copending applications of the appli-
cant, such prior applications must be referred to in
the first sentence of the specification (37 CFR 1.78(a)
and §201.11), in this case the required “License
Rights” statement should follow immediately as the
second paragraph of the specification.

If there is no reference to an earlier application, the
required “License Rights” statement should appear as
the first paragraph of the specification.

311 Filing of Notice of Arbitration Awards

35 U.S.C. 294. Voluntary arbitration.

(a) A contract involving a patent or any right under a patent
may contain a provision requiring arbitration of any dispute relating
to patent validity or infringement arising under the contract. In the
absence of such a provision, the parties to an existing patent valid-
ity or infringement dispute may agree in writing to settle such dis-
pute by arbitration. Any such provision or agreement shall be valid,
irrevocable, and enforceable, except for any grounds that exist at
law or in equity for revocation of a contract.

(b) Asbitration of such disputes, awards by arbitrators and confir-
mation of awards shall be governed by title 9, United States Code, -
to the extent such title is not inconsistent with this secuun. In any
such arbitration proceeding, the defenses provided for under sec-
tion 282 of this title shall be considered by the arbitrator if raised
by any party to the proceeding.

(c) An award by an asbitrator shail be finai and binding between
the parties to the arbitration but shall have no force or effect on
any other person. The parties to an arbitration may agree that in
the event a patent which is the subject matter of an award is subse-
quently determined to be invalid or unenforceable in a judgment
rendered by a court to competent jurisdiction from which no
appeal can or has been taken, such award may be modified by any
court of competent jurisdiction upon application by any party to
the arbitration. Any such modification shall govern the rights and
obligations between such -parties from the date of such modifica.
tion.

(d) When an award is made by an arbitrator, the patentee, his as-
signee or licensee shall give notice thereof in writing to the Com-
missioner. There shall be a seperate notice prepared for each patent
involved in such proceeding. Such notice shall set forth the names
and addresses of the parties, the name of the inventor, and the
name of the patent owner, shall designate the number of the patent,
and shall contain a copy of the award. If an award is modified by a
court, the party requesting such modification shall give notice of
such modification to the Commissioner. The Commissioner shall,
upon receipt of either notice, enter the same in the record of the
prosecution of such patent. If the required notice is not filed with
the Commissioner, any party to the proceeding may provide such
notice to the Commissioner.

(e) The award shall be unenforceable until the notice required by
subsection (d} is received by the Commissioner.
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volves more tha oné patéfit’ 2 separaté notice must be' filed for
plecemeent;in the file of each: patent. The notice must set forth the
paten number, the: names: of the. inventor, and patent owoer, and
the scves and mddresm of the ‘parties to the. axbltmtmn The mmce
must aiso include a copy of the award.

() If an award by an arbitrator pursuant to 35.U.S.C. 294 is
modified by a court, the party. reguestingthe modificetion must file
in the Patent and Trademark Office, a notice of the modification
for placement in the file of each patent to which the modification
applies. The notice must set forth the patent number, the nsmes of
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‘he court’s ordet quv’ymg the award

Pateat and Traden cerby the.
puenweorthepatenteesasmgncec.hcenseelfmeawardm»g

MANUAL OF PATEN’T EXAMXNING PPOCEDURI: :

7 memvenﬂxand,wem owner; and’ themnesmdaddresses of the

parties to the. arbitration. The aotice: mnstahomlmacopyof

Y{g) Any award by »y srbitiator pursusm io 3’ USC 294 shall
be unenforceable until any notices required by paragraph (a) or {b)
of this ‘section are filed ‘in' the Patent-and Trademark Office. If any
required notice is not, filed by the party desiguated in paragraph (a)
or (b) of this section, any patty to -the- arbmnon proceedmg ‘may
file such a notice.

“The written notices required by this section should
be directed to the attention of the Office of the Solici-
tor, which Office will be responsible for processing of
such notices.






