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701 Statutory Authority for Examination

35 U.S.C. 131. Examination of application.

The Commissioner shall cause an examination to be made of the application
and the alleged new invention; and if on such examination it appears that the
applicant is entitled to 2 patent under the law, the Commissioner shall issue &
patent therefor.

The main conditions precedent to the grant of a patent to an
applicant are set forth in 35 U.S.C. 101, 102, 103.

35 U.S.C. 101. Inventions patentable.

Whoever invenis or discovers any new and useful process, machine, menufec-
ture, or composition of matter, or any new and useful improvericiit thereof, may
obtaiil a patent therefor, subject to the conditions and requirements of this title.

Form Paragraph 7.04 copies 35 U.S.C, 101.

35 U .5.C. 100. Definitions.

When used in this title unless the context othcrwise indicates

(a) The term “invention” means invention or discovery.

(b) The tenm “process” means process, art or method, and includes & new use
of & known process, machine, manufacture, composition of matter, or material.

(c) The terms “United States™ and “this country” mean the United States of
America, its territories and possessions.

(d) The word “patentee” includes not only the patentee to whom the patent was
issued but also the successors in tiile to the patentee.

702 Requisites of the Application [R-6]

When a new application is assigned in the examining group the
examiner should review the contents of the application to deter-
mine if the application meets the requirements of 35 U.S.C. 111,
Any matters affecting the filing date >or abandonment< of the
application, such as lack of an oath or declaration, filing fee, or
claims should be checked before the application is placed in the
storage racks to await the first action.

Thecxaminer should be careful to see that theapplication meets
all the requisites sct forth in chapter 600 both as to formal matters
and as to the completencss and clarity of the disclosure, If all of
the requisites arc not met, applicant may be called upon for
necessary amendments. Such amendments, however, must not
include new matter.

702.01 Obviously Informal Cases [R-6]
When an application is reached for its first action and it is then
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h fnllowmg procedure may’ be‘followd e

"(1) A reasoniable search should be made of the invention so far

4s it can be understood front the disclosure; objects of invention
and claims and any apparently pértinent art cited In the rare casé
in which the disclosure is so incomprehensible as to preclude a
reasonable search the action should clearly inform applicant that
no search was made.

(2) Informalities noted by the Application Division and defi-
ciencies in the drawing should be pointed out by means of attach-
merits to the examiner’s letter (see >MPEP< § 707.07(2)),

(3) A requirement should be made that the specification be
revised to conform to idiomatic Engllsh and United States
practice;

@} The claims should be rejected as failing to define the
invention in the manner required by 35 U.S.C. 112 if they are
informal. A blanket rejection is usually sufficient.

The examiner should notattempt to point out the specific points
of informality in the specification and claims. The burden is on
the applicant to revise the application to render it in proper form
for a complete examination.

If a number of obviously informal claims are filed in an appli-
cation, such claims should be treated as being a single claim for
fee and examination purposes.

Tt is obviously to applicant’s advantage o file the application
with an adequate disclosure and with claims which conform to
the U.S. Patent and Trademark Office usages and requirements.
This should be done whenever possible. If, however, due to the
pressure of a Convention deadline or other reasons, this is not
possible, applicants are urged to submit promptly, preferably
within threz months after filing, apreliminary amendment which
corrects the obvious informalities. The informalities should be
corrected to the extent that the disclosure is readily understood
and the claims to be initially examined are in proper form,
particularly as to dependency, and otherwise clearly define the
invention. “New matter” must be excluded from these amend-
ments since preliminary amendments do not enjoy original
disclosure status, >MPEP< § 608.04(b).

Whenever, upon examination, it is found that the terms or
phrases or modes of characterization used to describe the inven-
tion are not sufficiently consonant with the art to which the
invention periaing, or with which it is most nearly connected, to
enablethe examiner to make the examination specifiedin 37 CFR
1.104, the examiner should make a reasonable search of the
invention so far as it can be understood from the disclosure. The
action of the examiner may be limited to a citation of what
appears to be the most pertinent prior art found and a request that
applicant correlate the terminology of the specification with art-
accepted terminology before fusther action is made.

Use Form Paragraph 7.01 where the terminology is such that a
proper search cannot be made.

7.01 Use of Terminology, Cannot Be Examined

A preliminary cxamination of this application reveals that it includes terminol -
ogy which is so different from that which is generally accepted in the art to which
this invention pertains that it is impractical to make a proper scarch of the prior
aft,
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A SHORTENED ST. ATUTORY PERIOD FOR'RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS FQOM THE DATE OP THIS LETTER. ~

Examiner Note .

(1) Use thi¢ or ¥ ?.’.N"':p" >" 02< when & search cainot be made,

{2) In' the’ “brackes”, fill in' an appmpmte indication’ of the temniriology,
properties, units of test dats; etc. that are the problem as well as the pages of
specification involved. . .

{3) For the procedure to be followed when only thc drawnp is informal, see

608 02(3) and 608 OQ(b) of !he MPEP

Use Form Paragnph 7 02 whcze :!13 applxcauon icso mcomprehensnble thata
reasonable search cannot be made. .

702 Disclosure is Incomprehem’ble

The disclosure is objected to under 35 U.S.C. 112, first paragraph, as being so
incomprehensible as to preclude s reasonable search of the prior art by the
examiner. For example, the following items are not understood; [1].

Aprplicant is required to submit an amendment which clarifies the disclosure so
that the examiner may make a proper comparison of the invention with the prior
an.

Applicant should be careful noi to introduce any new matter into the disclosure
(i.e., matter which is not supported by the disclosure as originally filed).

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS FROM THE DATE OF THIS LETTER.

Examiner Note:
1. Use this paragraph when e scarch cannot be made.
2. In the bracket, indicate the page numbers and features which are not

understood.
3, See form paragraphs 6.28 and 6.30 for improper idiomatic English,

Use Form Paragraph 7.03 where the invention cannot be
understood because of illegible handwritten pages.

703 Handwritten Pages are Illegible

The Examiner cannot understand the invention because the handwritten pages
are illegible.

Applicant is required to submit legible pages preferably in typed, double
spaced fomm.

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS AC-
TIONIS SET TO EXPIRE 30 DAYS FROM THE DATE OF THIS LETTER.

For the procedure to be followed when only the drawing is
informal, see >SMPEP<« §§ 608.02(a) and 608.02(b).

703 “Generai Information Cencerning
Patents” [R-6]

The pamphiet “General Information Concerning Patents” %%
for use by applicants contemplating the filing or prosecution of
their own applications, may be purchased from the Superinten-
dentof Documents, U.S. Government Printing Office, Washing-
ton, D.C. 20402.<

704 Search [R-6]

After reading the specification and claims, the examiner

searches the prior art.
The subject of searching is more fully treated in Chapter 900.
See §§ 904 through 904.02. The invention should be thoroughly
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o085
e understood before a search is undmakcn. However, informal
- cases,’ ormr»sewhlchkcan nly erfécdy understood whien
they comé ‘up for action il their regular tirm are also glven a
search in ordcr to avord precemwl prowcunon .

' PREVIOUS EXAMINER'S SEARCH

When art examiner is assrgneu 1o aci onan appncauon which
hias received one or more actions by some other examiner, full
faith and credit should be given to the search and action of the
previgus examiner uniess there is a clear error in the previous
action-or knowledge of other prior art. In general the second
examiner should not (ake an entirely new approach to the case or
attempt to reorient the point of view of the previous examiner, or
make a nev- search in the mere hope of finding something. See
>MPEP< & 717.05.

705 Patentability Reports [R-6]

Where an application, properly assigned to one examining
group, is found to contain one or more claims per se classifiable
in one or more other groups, which claims are not divisible inter
se or from the claims which govern classification of the applica-
tion in the fizst group, the application may be referred to the other
group or groups concerned for a report as to the patentability of
certain designated claims. This report is know as a Patentability
Report (P.R.) and is signed by the primary examiner in the
reporting group.

The repor, if legibly written, need not be typed.

Note that the Patentability Report practice is suspended, except
in extraordinary circumstances. See >MPEP< § 705.01(e).

705.01 Instructionsre Patentability Reports

When an application comes up for any action and the primary
examiners involved agree that a Patentability Report is neces-
sary, the application is forwarded to the proper group with a
memorandum attached, for instance, “For Patentability Report
from group —- — as to claims — —.”

7065.01(a) Nature of P.R., Its Use and
Disposal [R-6]

The primary examiner in the group from which the Patentabil-
ity Report is requested, if he or she approves the request will
direct the preparation of the Patentability Report. This Pz enta-
bility Report is written or typed on a memorandum form and will
include the citation of all pertinent references and a complete
action on all claims involved, The field oi search covered should
be endorsed on the file wrapper by the examiner making the
report. When anexaminer to whom a case has been forwarded for
a Patentability Report is of the opinion that final action is in order
as to the referred claims, he or she should so state. The Patenta-
bility Report when signed by the primary examiner in the
seporting group will be returned o the group 16 which the
application is regularly assigned >and placed in the file wrap-

per<.
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B MANUAL OF PATENT EXAMH\HNG PROCEDURE

The exammer pmpanng lhe Patentabrhty Repert will: beens

B mled to.receive an: e-rplamuon of the disclosare from the exams:

iner to whom the case is assigned to avoid duplication of work:
If the primary examiner in areporting group is of the opinion that
aPatentability Reportisnot in.order, he or she should so advise
the pnmmy examiner in the forwardmg group SR
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Contlict oi opinion as o classification may be referred toa
patent classifier for decision,

If the primary examiner in the group having jurisdiction of the
case agrees with the Patentability Report, he or she should
incorpcrate the substance thereof in his or her action, which
action will be complete as to all claims. The Patentability Report
insuchacaseis not given a paper number but isallowed toremain
in the file until the case is finally disposed of by allowance or
abandonment, at which time it should be removed.

DISAGREEMENT ON PATENTABILITY REPORT

If the primary examiner does not agree with the Patentability
Report or any portion thereof, he or she may consult with the
primary examiner responsible for the repoit. If agreement as to
the resalting action cannot be reached, the primary examiner
having jurisdiction of the case need not rely on the Patentability
Report but may make his or herown action on the referred claims,
in which case the Patentability Report should be removed from
the file.

APPEAL TAKEN

When an appeal is taken from the rejection of claims, all of
which are examinable in the group preparing a Patentability
Report, and the application is otherwise allowable, formal trans-
fer of the case to said group should be made for the purpose of
appeal only. The receiving group will take jurisdiction of the
application and prepare the examiner’s answer. At the time of
allowance, the application may be senttoissue by said group with
itsclassification determined by the controlling claims remaining
in the case,

705.01(b) Sequence of Examination

In the event that the supervisory primary examiners concerned
inaP.R. casecannot agreeas to the order of examination by *heis
groups, the supervisory primary examiner having jurisdiction of
the case will direct that a complete search be made of the art
refevant to his or her claims prior to referring the case to another
group for report. The group to which the case is referred will be
advised of the results of this search,

If the supervisory primary examiners are of the opinion that a
different sequence of search is expedient, the order of search
should be correspondingly modified.

705.01(c) C()ﬁ?tgl:‘llg and Recording P.R.’s
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‘The forwardmg of the a hcmmn fwaPatemabnhty Repeﬁ wl o
warding group: When the - peres, ;
solely by the charactensucs of a subcombmauon and such

ndtto'be treated as a iransfer by the for

PR:is completed and the apphcanm is réady for retum wihe'
forwardmg group; itisniot cmmted enhe:as a recelpt or acuon by

transfer. Credit, howeve ‘18 ngen for the ume spent. See-
= ~ examination.

>MPEP< § 1705.

The date status of the apphcat.ﬁn in l,he reporung group wﬂl be’
determined on the basis of the dates in the group of original
jurisdiction. To insure orderly progress in the reported dates, 2
timely reminder should be furnished to the group makingthe P.R.

705.61(d) Duplicate Prints of Drawings
[R-6]

In Patentability Report cases having drawings, the examiner tc
whom the case is assigned will furnish to the group to which the
case is referred, prints of such sheets of the drawings as are
applicable, for interference search purposes. That this has been
done may be indicated by a pencil notation on the file wrapper.

When a case that has had Patentability Report prosecution is
passed for issue or becomes abandoned, NOTIFICATION of this
fact will AT ONCE be given by the group having jurisdiction of
the case to each group that submitted a Patentability Report. The
examiner of each such reporting group will note the date of
allowance or abandonment on *>the< duplicate set of prints. At
such time as these prints become of no value to the reporting
group, they may be destroyed.

705.01(e) Limitation as to Use

The above outlined Patentability Report practice is not obliga-
tory and should be resorted to only where it will save total
examiner time or result in improved quality of action due to
specialized knowledge. A saving of total examiner time that is
required to give a complete examination of an application is of
primary importance. Patentability Report practice is based on the
proposition that when plural, indivisible inventions are claimed,
in some instances either less time is required for examination, or
the results are of better quality, when specialists on each charac-
ter of claimed invention treat the claims directed to their spe-
cialty. However, in many instances a single examiner can givea
complete examination of as good quality on all claims, and in less
total examiner time than would be consumed by the use of the
Patentability Report practice.

Where claims are directed to the same character of invention
but differ in scope only, prosecution by Patentabiiity Report is
never propes.

Exemplary situation where Patentability Reports are ordinarily
not proper are as follows:

(1y Where the claims are related as amanufacturing process and
a product defined by the process of manufacture, The examiner
having jurisdiction of the process can usually give a complete,
adequate examination in Icss total examiner time than would be
consumed by the use of a Patentability Report.

(2) Where the claims are related as product and a process which
involves merely the fzct that a product having certain character-
istics is made. The examiner having jurisdiction of the product
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-{3)Where thecl

subcombination per se. The examiner having jurisdiction:of the
subcombinction can usually make a complete and adequate

Where itcan be shown thata Patentability Report will save total
examiner ﬂme one ig I'\P_!T_!n!"pﬂ nnll! ths apnm-'-a} of the EIUURJ
director of the group to which the apphcanon is assigned. The
“Approved” siamp should be impressed on the memorandum
reguesting the Patentability Report.

705.01(f) Interviews With Applicants [R-6]

In situations where an interview is held on an application in
which a Patentability Report has been adopted, the reporting
group may be called on for assistance at the interview when it
concems claims treated by them. See >MPEP< §§ 713t0713.10
regarding interviews in general.

706 Rejection of Claims [R-6]

Although this part of the Manual explains the procedure in
rejerting claims, the examiner should never overlook the impor-
tance of his or her role in allowing claims which properly define
the invention.

37 CFR 1.106. Rejection of claims.

{2) If the invention is not considered patentable, or not considered patentsble
as claimed, the claims, or thosc considered unpatentable will be rejected.

{b) In rejecting claims for want of novelty or for cbviousness, the examiner
rmast cite the best references at his command, When a reference is complex or
shews or describes inventions other than that claimed by the applicant, the
particular part relied on must be designated as nearly as practicable. The
pertinence of each reference, if not apparent, must be clearly explained and each
rejected claim specified.

{c)In rejecting claims the examiner may rely upon admissions by the applicant,
or the patent owner in 2 reexamination proceeding, as to any matter affecting
pazentability and, insofar as rejections in applications are concemed, may also
rely upon facts within his or her knowledge pursuant to § 1.107.

>{d) Subject matter which is developed by another person which qualifies as
prior art only under 35 U.S.C. 102(f) or (g) may be used as prior ari under 35
U.5.C. 103 against a claimed invention unless the entire rights to the subject
mager and the claimed invention were commonly owned by the same person or
organization or subject to an cbligation of assignment to the same person or
organization at the time the claimed invention was made.

{e) The claims in any original application naming an inventor will be rejected
as being precluded by a waiver in & published statutory invention registration
naming that inventor if the same subject maiter is claimed in the application and
the statutory invention registration. The claims in any reissue application naming
an tnventorwill bercjecwd as bcingprecludedbyawuiver in apublished statutory
iavention registration naming the inventorifthe reissue apphcauon seekstoclaim
subiect matter (1) which was not covered by claims issued in the patent prior to
the date of publication of the statutory invention registration and (2) which was
te same subject matter waived in the stattory invention registration.<

Patent examiners carry the responsibility of making sure that
the standard of patentability enunciated by the Supreme Court
and by the Congress is applied in each and every case. The
Supreme Court in Graham v, John Deere, 148 USPQ 459 (de-
cided February 21, 1966), stated that,

“Under § 103, the scope and content of the prior art to be determined;
differences between the prior an and the cleims s tissue are to be
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) *THis ot 1 £5Y, However; dist there will not be: dlfflculum in e

| ngmamg.xmﬂs test. What is ohvious is nota question . .

upmwmmuwmuhkcl beumf very.given,
factal context. The diffi culues" howeéver, are comnarable to those

" ‘encoomered diily by the couns in such frames of reference as
negligence and scisnter, and should be amensble to a case:
development. We believe that strict observance of the requirements
laid down bere will result in that uniformity and dcﬂnmvencss which
Congress called forin the 1952 Act.

“While we have focused attention on the appropriate standard tobe
applied by the courts, it mus: be resnembered that the primary respon-
sibility for sifiing out unpaientabie maiensal lies in the Patent Office.
To await litigation is — for ali practical purposes— 1o debilitate the
pazeme system. We have observed a notorious difference between the
standards applied by the Patent Gffice and by the coants. While many
reasans can be adduced to explain the discrepancy, one may well be
the free rein often exercised by examiners in their use of the concept
of “invention.’ In this connection we note that the Patent Office is
confronted with 2 most difficult tack. . .. This is itself a compelling
reagom for the Commissioner to strictly adhere to the 1952 Act as
inerpreted here. This would, we believe, not only expedite disposi-
tiop ez bring sbow & closer concurrence between gdministrative and

Judicial precedent.”

Accordingly, an application covering an invention of doubtful
patentability should not be allowed, unless and until issues
pertinent to such doubt have been raised and overcome in the
course of examination and prosecution, since otherwise the
resultant patent would not justify the statutory presumption of
validity (35 U.S.C. 282), nor would it “strictly adhere” to the
requirements laid down by Congress in the 1952 Act as inter-
preted by the Supreme Court,

Office policy has consistently been to follow Graham v. John
Deere Co. inthe consideration and determination of obviousness
under 35 U.S.C. 103. Asquoted above, the three factual inquires;
enunciated therein as a background for determining obviousness
are brieflv as follows:

1. Determination of the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the
claims in issue; and

3. Resolving the level of ordinary skill in the pertinent ast.

The Supreme Court reaffirmed and relied upon the Graham
three pronged (est in its consideration and determination of
obviousness in the fact situations presented in both the Sakraida
v. Ag Pro, 189 USPQ 449 (decided April 20, 1976) and
Anderson’ s-Black Rock Inc. v. Pavement Salvage Co., 163
USPQ 672 (decided December 8, 1969) decisions. In cach case,
the Court went on 1o discuss whether the claimed combinations
produced a“new ordifferent function” and a “synergisticresult”,
but clearly decided whether the clainied inventions were unobvi-
ous on the basis of the three-way test in Graham. Nowhere in its
decisions in those cases does the Court state that the “new or
different function” and “synergistic result” tests supersede a
finding of unobviousness or obviousness under the Graham test.

Accordingly, examiners should zpply the test for patentability

Yev, 6, Oct. 1987

© MANUAL meﬁxmmcpxocsouns

: Blaék Rock. Note Republic Indus':j_
200. USPQ 769 (C.A. 9th Cir.) The Court of Appeals for.the .
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- chemlcal case, syncrglsm may pomt toward nonobvicusness, but its'
absence has no piace in evajuating the evidencs on ohviousaiess. The
more objective findings suggested in Graham, supra, 2re drawn from
the Ianguage of the statute and are fully adequate guides forevaluating
the evidence relating 1o compliance with 35 U.S.C. § 103. Bowser Inc.
v. United States, 388 F. 2d 346, 156 USPQ 406 (Ct. Cl. 1967)

The standards of patentability applied in the examination of
claims must be the same throughout the Office. In every art,
whether it be considered “complex,” “newly developed,”
“crowded,” or “competitive,” all of the requirements for patenta-
bility (e.g., novelty, usefulness and unobviousness, as provided
in 35 U.S.C. 101, 102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in detail all of the
features of an invention (i.e., is a “picture” claim) is never, in
itself, justification for the allowance of such a claim.

When an application discloses patentable subject matter and it
isapparent from the claims and the applicant’s arguments that the
claims are intended to be directed to such patentable subject
matter, but the claims in their present form cannot be allowed
because of defects in form or omission of a limitation, the
examiner should not stop with a bare objection orrejection of the
claims. The examiner’s action should be consiructive in nature
and when possible should offer a definite suggestion for correc-
tion.

If the examiner is satisfied after the search has been completed
that patentable subject matter has been disclosed and the record
indicates that the applicant intends to claim such subject matter,
he or she may note in the Office action that certain aspects or
features of the patentable invention have not been claimed and
that if properly claimed such claims may be given favorable
consideration.

37 CFR 1.112. Reconsideration.

Afier sesponse by applicant orpatent owner (§ 1.111) the application or patent
under recxamination will be reconsidered and again examined. The applicant or
patent owner will be notified if claims are rejected, or ohjections or requirements
made, in the same manner as sf1er the firstexamination. Applicant orpatent owner
may respond to such Office action, in the same manner provided in § 1.111 with
of without amendment. Any amendments after the second Office action niust
ordinarily be restricted to the rejection or to the objections or requirements made.
The application or patent under reexamination will be again considered, and so
on repeatedly, uniess the examiner has indicated that the action is final,

See *>37 CFR< 1.112 for reexamination and reconsideration
of a patent under recxamination after responses by the patent

owner.
>See MPEP Chapter 2300 for rejection of claims in an applica-
tion for a Statutory Invention Registration.<
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”‘706 o1 Contrasted Wlth Ob

The refusal o claims mmm-? the subject T
- claimed is consid ed unpatemable is call
term “rejectéd” must be appliéd to suc
-letter.:If the form of the claim (as. dzsungulshed from its sub—
stance) is improper, an “objection” is made. The practical differ-
ence between a rejection and an objection is that a rejection,
involving the merits of the claim, is sabject to review by the
Board of >Patent< Appea.s >and Interferences<, while an objec-
“tion, if persisted in, may be reviewed only by way cf’ peuuon to
the Commissioner.

An example of a matter of form as to which objection is made
is dependency of a claim on a rejected claim, if the dependent
claim is otherwise allowable. See >MPEP< § 608.01(n).

B‘I'ﬁl‘lf

706.02 Rejection on Prior Art [R-6]

35US.C. 102. Conditions for patentability; rovelty and loss of right o paters.
A person shall be entitled to a patent unless —

(a) the invention was kaown or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the invension
thereof by the applicant for patent, or

(b) the invention was patented or described in 2 printed publication in this or
a foreign country or in public use or on sale in this country, more than one year
prior to the date of the application for pateni in ihe United States, or

{c) he has abandoned the invention, or

(d) the invention was first patented or caused to be patented, or was the subject
of an inventor’s certificate, by the applicant or his legal representatives or assigns
inaforeign country priorto the date of the application for the patent in this country
on an application for patent or inventor’s certificate filed more than twelve
months before the filing cf the application in the United States, or

(e) the invention was described in a patent grantzd on an application for patent
by another filed in the United States before the invention thereof by the applicant
for patent, or on an intemational application by another who has fulfilled the re-
quirements of paragraphs (1), (2), and (4) of section 371(c) of thistitle before the
invention thereof by applicant for patent, or

{f) he did not himself invent the subject matter sought 10 be patented, or

(g) before the applicant’s invention thereof the invention was made in this
country by another who had not abandoned, suppressed, or concealed it. In
determining priority of invention there shall be considered not only the respective
dates of conception and reduction to practice of the invention, but also the
reasonable diligence of one who was first to conceive and last to reduce to
practice, from a time prior 1o conception by the other.

35 U.8.C.103. Conditions for patentability; nor-obvious subject malttcr.

A patent may not be obtained thought the invention is not identically disclosed
or described as set fosth in section 102 of this title, if the differen- - between the
subject matter sought to be patented and the pricr art are such that the subject
matier a5 s whole would have been obvious at the time the invention was made
1o & person having ordinary skill in the art to which said subject matter pertains.
Patentability shafl not be negatived by the manner in which the invention was
miade.

>Subject matter developed by another person, which qualifies as prior art only
under subsection () or (g) of section 102 of this titde, shall not preclude
patentability under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same person or
subject to an obligation of assignment to the same person.<

By far the most frequent ground of rejection is on the ground of
unpatentability in view of the prior art, that is, that the claimed
>subject< matier is cither not novel under 35 U.S.C. 102, or else
it is obvious under 35 U.S.C. 103. The language to be used in
rejecting claims should be unequivocal. Sece >MPEP< §
707.07(d).

For scope of rejections in reexamination proceedings see
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“rejected under 35 1U.S.C 102 as clearly

‘70602
'>MPEP< § 2258.

The distinction between rejecuons based on 35 U.S. C 100 a':f* ,
those based on 35 U.S.C. 10 should be keptin mind. Under the
former, the claim is anticipated by. the reference. No guestion of
obviousness is present. It may be advisable to identify aparucular
partof thereference to support the re;ecuen. Ifnot, the expressxon

armcxp'mf' by” is

appropriate.
7.07 Statement of Statutory Basis, 35 U.S.C. 102

The followin gisa qﬁotalion of the appropriate paragraphs of 35 U.S.C. 102 that
form the basis for the rejections under this section made in this Office action:
A person shall be entitled to a patent unless.

Examiner Note:

1. >The statute isnolongerbeing recited in all Office actions. Itis only required
in first actions on the merits and final rejections, Where the statute is being cited
in an action on the merits, use paragraph 7.102,<**

2. Paragraphs 7.07107.14 aretobe used ONLY ONCE in a given Office action.

708 102(a), Activity by Another Before Invention by Applicant

(a) the invention was known or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the invention
thereof by the applicant for a patent,

Examiner Note:
This paragraph must be preceded by paragraph 7.07.

709 102(b), Activity More Thar One Year Prior 1o filing

(b) the invention was patented or described in a printed publication in this or
a foreign country or in public use or on sale in this country, more than one year
prior to the date of application for patent in the United States.

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be preceded by
paragraph 7.08.

7.10 102(c), Invention Abandoned
{c} he has abandoned the inventio .

Examiner Notc:
This paragraph must be preceded by paragraph 7.07, and may be preceded by
one or more of paragraphs 7.08 and 7.09.

7.11 102(d), Foreign Patenting

(d) the invention was first patented or caused to be patented, or was the subject
of an inventor’s certificate, by the applicant or his legal representatives orassigns
in a foreign country prior o the date of the application for patent ‘n this country
on an epplication for patent or inventor’s ceniificaie filed more than twelve
months before the filing of the application in the United States,

Examiner Note:
This paragraph must be preceded by paragraph 7.07, and may be preceded by
one or more of paragraphs 7.08-7.10.

7.12 102(e), Patent to Another With Earlier Filing Date

(e)the invention was described in a patent granted on an application for patent
by another filed in the United States before the invention thereof by the applicant
for patent, or on an intcmational application by another who has fulfilled the re-
quircments of paragraphs (1), (2), and (4) of section 371(c) of this title before the
invention thereof by the applicant for patent,

Rev. 6, Oct. 1987
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‘one or more of paragraphs 7.08-7T12.°
7.14 102{g}. Priority of Invention

(g) before the applicant’s invention thereof the invention was made in this
country by another who had not abandoned, suppressed, or concealed it. In
determining priority of invention there shall be considered not only the respective
dates of conception and reduction to praciice of the invemtion, but also the
reascuable diligence of one who was first 1o conceive and last to reduce to
praciice, fram a time prior to conceplion by the other.

Ezaminer Note:
This paragraph must be preceded by paragraph 7.07 and may be preceded by
one or more of paragraphs 7.08 - 7.13

7.15 Rejection, 35 US.C. 102(a), (b} Patent or Publication (¢} andlor (g)

4%

Claim {1} rejected under 35 US.C. 102 2] as being i3] by {4}

Examiacr Note:

1. In bracket 2, insert the appropriate paragraph letter or letiers in parenthesis
of 35 US.C. 102

2. In brackes 3, insent “clearly anticipated”, or insest “anticipated” and add an
explanation at the end of the paragraph.

3. In bracke: 4, insert the prior ant relied upon.

4. This rejection must be preceded >either<by paragraphs 7.07,7.08,7.09,7.12
and 7.14, a5 appropriate >or by paragraph 7.102<.

7.16 Rejection, 35 US.C. 102(b), Public use or on Sale

Claim [1] rejected under 35 U.S.C. 102(b) based upon & public use or sale of

Examiner Note:
1., A full explanation of the evidence establishing a public use or sale must be

provided.

2. This paragraph must be preceded by paragraphs 7.07 and 7.09 >or by
patagraph 1.102<.
7.17 Rejection, 35 U.SC. 102(c}, Abandonment of the Invention

Claim (1) rejected under 35 U.S.C. 102(c) because the invention has been
abandoned.

Esaminer Note:

1. A full explanation of the evidence establishing an sbandonment of the
invention must be provided. See MPEP 706.03(s).
2. This paragreph must be preceded seither< by paregraphs 7.07 and 7.10 >or

by paragraph 7.102<

7.18 Rejection, 35 U.S.C. 102(d), Foreign Patenting
Claim {1] rejected under 35 U.S.C. 102(d) as being barred by applicant’s (2],
Examiner Note:
This paragraph must be preceded >gither< by paragraphs 7.07 and 7.1 1 >of by
paragraph 7.102<

7.19 Rejection, 35 U.S.C. 102(), Applicant not the Inventor

Rev. 6, Oct. 1987
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o >Prov1sxonal Rejecuon (Anncxpauon)

Prov:sxcmai rejecnons ot the anumpauon type i.e. rejecuonsas
beiween copending applications which would constitute actual
priorartrejectionsunder 35U.S.C.102 if patenied, are mostoften
made under 35 U.S.C. 102(¢). The conndenual status of applicz-
tions under 35 U.S.C. 122 must be maintained. If either 2
COmmon assignee of a comimon invenior exists between the
applications, however, and the effective filing dates are different,
a provisional rejection of the later filed application may be
appropriate. Such a rejection could be overcome by a proper
showing under 37 CFR 1.132 that any unclaimed invention
disclosed in the copending application was derived from the
inventor of the other application and is thus not the invention “by
another”. Also, a 37 CFR 1.131 affidavit showing a daie of
invention prior to the effective filing date of the copending
application could be used to overcome the rejection based on
unclaimed subject matter in the copending application.

Form paragraph 7.15.1 shouid be used when making a provi-
sional rejection under 35 U.S.C. 120(e).

7.15.1 Provisional Rejection, 35 U.S.C. 102(e)

Claim (! | provisionally rejected under 35 U.S.C. 102(e) as being anticipated by
copending application serial number (2).

Copending applicaiion scrial number (3] has a common (4] with the instant
application. Based upon the earlier effective U.S. filing date of the copending
spplication, it would constitute prior art under 35 U.S.C. 102(e) if patented, This
provisionsl rejection under 35 U.S.C. 102(e) is based upon a presumption of
future patenting of the conflicting copending application.

This provisional rejection under section 102(e) might be overcome either by a
showing under 37 CFR 1.132 that any unclaimed invention disclosed in the
copending application was derived from the inventor of this application and is
thus not ihe invention “by another”, or by a showing of a date of invention of any
unclaimed subject matter prior to the effective U.S. filing date of the copending
application .

Examiner Note:

1. This paragraph is used to provisionally reject over a copendisig application
with an earlier U.S. filing date that discloses the claimed invention. The copend-
ing spplication must have either 8 common assignee or a common invenios.

2. If the claims are obvious over the invention disclosed in the other copending
application, use paragraph 7.21.1.

3. In bracke 4, insen either “assignee” or “inventor".

4, If the glgimg of the conflicting application conflict with the glaims of the
instent application, a provisional double patenting rejection should also be given
using paragraph 7.06.1,7.24.1 or 7.25.1,

§. If evidence is additionally of record to show that either inventien is prior ant

untothe otherunder 35 U.S.C. 102(f)or (g), arejection using paragraphs 7.13 and/

or 7.14 should also be made.<

35U.8.C. 103 (OBVIOUSNESS)

##35U.S.C. 103 authorizesarejection where to meet the claim,
it is necessary to modify a single reference or to combine it with
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pmpo%d modxﬁcauon’ ofthe appked referencef s) nwesaary (1]
‘arrive at the claimed subject matter, and (3) an explananon why v

such proposed modification would be obvious

- Prior art rejections: should Qrdmarily be conﬁned stnctly o lhe
best available art. Exceptions may properly be' made eg, (1)
Where the propriety of a 35 U.S.C. 102 rejection depends on a
particular interpretation of & claim; (2) where d claiim is metonly
in terms by a reference: which' does not disclose the inventive
concept involved; or (3) where the most pertinent reference
seems likely to be antedated by a 37 CFR 1.131 affidavit or
declaration. Suchrejections should be backed up by the bestother
artrejections available. Merely cumulative rejections; i.e., those
which would clearly fall if the primary rejection were not
sustained, should be avoided.

The Court of Customs and Patent Appeals has held that expe-
dients which are functionally equivalent to each other are not
necessarily obviousin view of one another. InreScott, 139 USPQ
297,51 CCPA 747 (1963); Inre Flint, 141 USPQ 299,51 CCPA
1230 (1964).

This Court has also heid that when a claim is rejected under 35
U.S.C. 103, a limitation which is considered to be indefinite
cannot be properly disregarded. If a Limitation in a claim is
considered to be indefinite, the claim should berejected under 35
U.S.C. 112, second paragraph. In re Wilson, 165 USPQ 494, 57
CCPA 1029 (1970). Note also In re Steele, 134 USPQ 292,49
CCPA 1295 (1962). See >MPEP<§ 706.03(d).

Where a reference isrelied on to support arejection, whether or
not in a “minor capacity that reference should be positively
included in the statement of the rejection. See In re Hoch, 166
USPQ 406, 57 CCPA 1292, footnote 3 (1970).

Where the last day of the year dated from the date of publication
falls on a Saturday, Sunday or Federal holiday, the publication is
not a statutory bar under 35 U.S.C. 102(b) if the application was
filed on the next succeeding business day Ex parte Olah and
Kuhn, 131 USPQ41 (Bd. App. 1960). It should also be noted that
amagazine is effective as a printed publication under 35 U.S.C.
192(b} as of the daie it reached the addressee and not the date it
was placed in the mail. Protein Foundation Inc. v. Brenner, 151
USPQ 561 (D.C.D.C. 1966).

A U.S. patent may be a reference against an application even
though the patent date is after the United States filing date of the
application, provided the United States filing date of the patent is
priortothe United States filing date of the application. Itis proper
10 uge such a patent as a basic or an auxiliary reference and such
patents may be used together as basic and auxiliary references,
This doctrine arose in Alexander Milburn Co. v. Davis-Bournon-
ville Co., 1926 C.D. 303; 344 0.G. 817; and was enacted into law
by 35 U.S.C. 102(e). It was held applicable to rejections under 35
U.S.C. 103 by the U.S. Supreme Court in Hazeltine Research,
Inc. etal v. Brenner, 147 USPQ 429 (1965). See also *>MPEP §
715.01. Where two applications of different inventive entities are
copending and the filing dates differ, a provisional rejection
under 35 U.S.C, 102(e)/103 should be made in the later filed
application if the applications have a common assignee or a
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on cﬁe same ground if the first applxcauon 1ssues"and aﬁso lets‘ o
applicant know that action must be taken to avoid the rejection .
suchas (l)filmgaproper37 CFR 1.131 affidavit toswearbehmd
the filing date of the reference or (2) comblmng the two apphca- '
tions into a single application and:thereby avond the rejection.<

"Public Law 92-34 provxded for sitaticns caused by the postal
emergency which began o Marcn ig, 197() and ended on or
about March 30, 1970. This law allows the applicant to claim an
earlier filing date if delay in filing was caused by the emergency.
Suchearlier filing dates were printed on the patents along with the
actual filing dates whenever ii was pos-ible. However, patenis
issued with earlier filing dates claimed under Public Law 92-34
are effective as prior art under 35 U.S.C. 102(e) only as of their
actual filing dates and not as of such claimed earlier filing dates.
The details of the procedure to claim the earlier date appeared at
889 O.G. 1064.

For the proper way to cite a patent issued after the filing of the
application in which it is being cited, see >SMPEP< § 707.05(e).

> Provisional Rejection (Obviousness)
Under 35 U.S.C. 102(e)/103

Provisional rejections of the obviousness type under 35 U.S.C.
102(e)/103 are rejections applied to copending applications
having different effective filing dates wherein each application
has a common assignee or a commen inventor. The earlier filed
application, if patented, would constitute prior art under 35
U.5.C. 102(e). The rejection could be overcome by 1) combining
the subject matter of the copending applications into a single
application claiming benefit under 35 U.S.C. 120 of the prior
applications and abandoning the copending applications, 2) a
showing under 37 CFR 1.132 that any unclaimed invention
disclosed in the copending application was derived from the
inventor of the other application and is thus not invention “by
another”, or 3) a 37 CFR 1.131 affidavit showing a date of
invention prior to the effective U.S. filing date of the copending
application. If aprovisional rejection is made and the copeiding
applications are combined into a single application and the
resulting single application is subjectto arestrictionrequirement,
the divisional application would not be subject to provisional or
actual rejection under 35 U.S.C. 102(e)/103 since the provisions
of 35 U.8.C. 121 preclude the use of a patent is<iiing therefrom
as a reference against the other application.

The examples below are instructive as to the application of 35
U.S.C. 102(e)/103:

Prior Art Under 35 U.S.C. 102(e)

Statement of Principle:

The disclosure of an earlier filed patent application which
issues as a patent continues to be priorart under 35 U.S.C. 102(e)
against a later invented and filed application of another inventor
even though the patent and the later invention were owned by, or
subject to an obligation of assignment to, the same person at the
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% No §lO2(f)1103 or 5102(3)11% !E]Bﬂlm
' pﬂmsmml § mZ(e)l' 163 re;ccm.ﬁ @hes

;2.Bmodd'mx toXY Bﬁles
spplication after A's filing.

3. A% ;mem issues. Bs dau*s m!ect"d u:".!er § !@2(6’!03
Provmmal or acmal mje..xm .mdcr

§102(e)/103 may be overcome if B
made invention before A’s filing date,

4. Bﬁhs37CFR1 131 affdava
to swear behind A's filing daie.

Rejections Under 35 U.S.C. 102(f)/103
and 35 U.S.C. 102(g)/103

37 CFR 1.106 Rejection of Claims

@ & & % %

(d) Subject matter which is developed by another person which qualifies as
prior a2 only under 35 U.S.C. 102(f) or (g) may be used as prior art under 35

e ol

U.S.C. 103 against a clsimed invention uniess the entire rights to the subject
matier and the claimed invention wese commonly owned by the same person or
organization or subject 1o an obligation of assignment to the same person or
organization at the time the claimed invention was made.

Public Law 98-622 changed a complex body of case law which
discouraged communication among members of rescarch teams
working in corporations, universities or other organizations. It
amended 35 U.S.C. 103 by adding a new last paragraph which
provides that subject matter developed by another which quali-
fies as “prior art” only under subsections 102(f) or (g) of 35
U.S.C. is not to be considered when determining whether an
invention sought to be patented is obvious under 35 U.S.C. 103,
provided the subject matter and the claimed invention we-e
commonly owned at the time the invention was made.

“Prior art” is the existing body of technical information against
which the patentability of an invantion s judged. Publicly known
information is always considered in determining whether an
invention would hiave been obvions. However, under /n re Bass.
474F.241276,177TUSPQ 178 (CCPA 1973),and In re Clemens,
622F.24 1029,206 USPQ 289 (CCPA 1980), an earlier invention
which is not public could have been treated under 35 U.S.C.
102(g), and possibly under 102(f), as prior art with respectto a
fater invention made by another employee of the same organiza-
tiom.

New technology often is developed by using background
scientific or technical information known within an organization
but unknown to the public. 35 U.S.C. 103, last paragraph, by
disqualifying such background information from prior art, en-
courages communication among members of rescarch teams,
and leads to more public dissemination throrgh patents of the
results of team research,

The subject matter that is disqualified as prior art under 35
U.5.C. 103 is strictly limited to subject matter that qualifies as
prior art only under 35 U.S.C. 102(f) or 102(g). If the subject
matter qualifies as prior art under any other subsection ( e.g.,
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apphcamn ﬁhng daxe of the patent 1 subject mat&er becomes
potential prior. art. under:35.U.5.C.; 1102(e)- ‘becanse -a patent
appllcauon is filed on such subject matter before a commonly
owned claimed invention is made the sub;ect matter-of a later
application ili¢.two applications may. be- cc'zzbz...d_.f under 35
U.S.C. 116 and 120) into a singte application and sucit subject
matter (with the abandonment of the two applications) would no
longer constitute -potential prior art under 35 U.S.C.102(e) or
under 35 U.S.C.103 since it would not be “described in a patent
granted on an application for patent by another,

It is important to recognize that the amendmem o the law
applies only to consideration of prior art for purposes of section
103. Itdoes not apply to or affect subject matter which qualifies
as prior art under section 102. A patent applicant urging that
subject matter is disqualified has the burden of establishing that
it was commonly owned at the time the claimad invention was
made. Absent proper evidence of common ownership at the time
the later invention was made, the appropriaie rejection under
§102(f) or §102(g) as it applies through §103 should be made.<

Form Paragraphs 7.20-7.23 and 7.27 should be used when
making a rejection under 35 U.S.C, 103.

7.20 Statement of Statutory Basis, 35U S.C. 103

The following is a quotation of 35 U.S.C. 103 which formns the basis for al}
obviousness rejections set forth in this Office action:

A patent may not be obtained though the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior ant sre such that the subject
matter as a2 whole would have been obvious at the time the invention was made
10 & person having crdinary skill in the art to which said subject matter periains,
Patentability shall not be negatived by the manner in which the inveniion was
made.

Subject matter developed by another person, which qualifies as prior art only
under subsection (f) and (g) of section 102 of this tille, shall not preclude
patentability under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same person or
subject to an obligation of assignment to the same persoi

Examiner Note:

1. The statute isnio longer being re-cited in g}l Office actions. It is only required
in first actions on the merits and final rejections. Where the statute is not being
cited in an zction on the merits, use paragraph 7,102,

2, This paragraph should only be used ONCE in a given Office action.

3, This paragraph must precede paragraphs 7.21 and 7.22,

7.20.1 103 Rejection Using Art Disqualified Under 102(f) ard (g)

Applicant has provided evidence in this file showing that the invention was
owned by, or subject 1o an obligation of assignment to, the same entity as the {1}
reference at the time this invention was made, Accordingly, the [2) reference is
disqualified as prior art through 35 U.S.C. 102(f) or (g) in any rejection under 35
U.8.C. 103 in this application. However, this reference udditionally qualifies as
prior ant under section [3] of 35 U.S.C. 102 and accordingly is not disqualified as
prior an under 35 U.S.C. 103,

Examiner Note:

1. This paragraph must be included following paragraph 7.20 in all actions
congining rejections under 35 U.S.C. 103 using art that is disqualificd under 103
through 102(f) or (g), but qualifics under another section of 35 U.S.C. 102,
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of the clsims under 35 U.S/C. 103, theenmmpremmes t the' subject matter
of the viricis claime was comimionly twimd st the tinié uhy inventions covered
therein were made absent any evidence to the coatrary. Applicant is sdvised of
the obligations under 37 CFR 1.56 1o point ovt the inventor and invention. dates
of ewhchxmllm wasnotconunozﬁyowneduﬁwumealatermvennm wasmade
inorderforthe exammer to conslderme mhmb'hw of ;,w'ﬂt.-‘ IsUSC 1"”

Ezaminer Note :

‘This pzagraph must be used mallappllmx_u.m_. g with § ,cm. inventors {(unless the
claims are clearly restricted 1o only one claimed investion, e.g., only = single
claim is presented in the 2pplication).

7.21 Rejection, 35 US.C. 103

Claim [1] rejected under 35 U.S.C. 103 2¢ being unpatentable over {Z].

Ezzminer Note:

1. This paragraph must be preceded by >either< paragraph 7.20 >or by para-
graph 7.102<

2. An explanation of the rejection applying the Graham v. Deere test must be
provided.

3. I this rejection relies upon ent that iz disqualified under 35 U.S.C. 102(f) or
{(g) baged upon common ownership cf the invention, paragraphs 7.20.1 must
follow this paragraph.

4. I this rejection is & provisional 103 rejection based upon a copending
application thet would comprise prior art under 102(e) if patented, use paragraph
7.21.1 insiead of this paragraph.

7.21.1 Provisional Rejection, 35 US.C. 162(ey103

Clsim {1] provisionally rejected under 35 U.S.C. 103 as being obvious over
copending appiication serial number (2],

Copending application serial number [3] has a common [4] with the instant
spplication. Based upon the earlier effective U.S. filing date of the copending
spplication, it would constitute prior ast ender 35 U.S.C. 102(c) if patented. This
provisional rejection under 35 U.S.C. 103 is based upon a presumption of future
patenting of the conflicting application.

This provisional rejection might be overcome either by 2 showing under 37
CFR 1.132 that any unclaimed invention disclosed in the copending application
was derived from the inventor of this applicstion and s thus not the invention "by
anothes”, o¢ by & showing of s date of invention prior to the effective U.S. filing
date of the copending spplication under 37 CFR 1.131.

Examiner Note:

1. This paragraph is used to provisionally rzject claims not patentably distinct
from the disclosure in s copending application having an earlier U.S. filing date
znd also having either & common assignee or 2 common inventor.

2, If the claimed invention is fully disclosed in the copending application, use
parageaph 7.15.1.

3, If the clzimed invention is also clzimed in the copending application, 8
provisional obviousness double patenting rejection should additionally be made
uging paragraph 7.24.1 or 7.25.1.

4. 1f evidence of record indicates that the copending application is also prior ast
under 35 U.S.C. 102(f) or (g) and the copending application hes pot been
disqualified as prior ast in & 103 rejection based upen commoa ownership, &
rejection should gdditionglly be made under 35 U.S.C. 103 using paragraph 7.21
{e.g., spplicant has named the prior inventor in response 10 2 requirement made

using paragraph 8.28).
5. In bracket 4, insent either "assignee” or “inventor”.<**

7.22 Rejection, 35 US.C. 103, Further in View of

Claim [1} rejected under 35 U.S.C, 103 as being unpatentable over [2) as
applied to ~lzim [3] sbove, and furiher in view of [4].

Examiner Note:

1. Thig paragraph must be preceded by paragraph 7.21.
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705 02@)

S Ct 684 15 L Ed 545 (1966 3 48 USPQ 459 lhat are applled for
embhshmg 2 bwicgmund for detenmmng ohvxousnm undc. 35 U S C 103 are
summarnized ss follows::: .. - P AT HER B
.. 1. Determining 1hescope and mments eft.h- pnorm. L
2 Ascemmmgﬂmdszemnces between t.he pnonnand the clmms auesue, md
5. Resowmg he level of ordmary sklll in ‘the nemnem 8.

F‘xa'f’in..e. Neote: ‘ :
This paragraph may be used 1f appropriate, in mspcnse toan argument of the
use of Greham vs. Deere.

727 Rejection 35 US.C. 102 or 103

Claim [1] rejected vmdef 350S8.C, !02 {2] as enticipatcd by or, in the aliernative,
under 35 U.S.C. 103 as obvious over [3].

Ezaminer Note:

1. This paragraph is not intended to be commonly used as & substitute for a
rejection under 35 U.S.C. 102. In other words, the Examiner should make a single
rejection under either 35 U.S.C, 102 or 35 U.S.C. 103 wherever possible using
appropriate form paragraphs 7.15-7.19,7.21 and 7.22. The relatively rare ciscum-
stances where this paragraph may be nsed are as follows:

a. It is appropriate when the interpretation of the claim(s) is or may be in
dispute, i.e. given one interpretation, a rejection under35 U.S.C. 102 is sppropri-
ate and given another interpretation, & rejection under 35 U.S.C. 103 is appropri-
ate.

b.Itis also appropriaie when the examiner cannot determine whetherornotthe
reference product inherently possesses properties which anticipate or render
obvious the claim product but has basis for shifting the burden of proof to
applicant as in /n re Fitzgerald et al, 205 USPQ 594.

¢. Another sppropriate use is the sitnation when the reference teaches a small
genus which places a claimed species in the possession of the public as inln re
Schaumann, 197 USPQ 5, and the specles would be obvious even if the genus
were not sufliviently small to justify a rejection under 35 U.S.C, 102.

2. In each case sbove a full explanation should follow the rejeciion.

3. In bracket 2, insent the appropriate 102 paragraph letter(s) in parentheses.

4, This paragraph must be preceded by paragraph 7.07, one or more of
paragraphs 7.08-7.14 as appropriate, and paragraph 7.20 or paragraph 7.102.

706.02(a) EAstablishing “Well Known” Prior
rt

Things believed to be known to those skilled in the artare often
asserted by the examiner 0 be “well known” or “matters of
common knowledge”. If justified, the examiner should not be
obliged to spend time to produce documentary proof. If the
knowledge is of such notorious character that judicial notice can
betaken, itis sufficient so to state, In re Malcolm, 1942 C.D, 589;
543 Q.G. 440. If the applicant iraverses such an assertion the
examiner should cite a reference in support of his or her position.

When a rejection is based on facts within the personal know!-
edge of the examiner, the data should be stated as specifically as
possible, and the reference must be supported, when called for by
the applicant, by an affidavit from the examiner. Such an affidavit
is subject to contradiction or explanation by the affidavits of the
applicant and other persons, See 37 CFR 1.107.

Failure of the applicant 10 seasonably challenge such assertions
establishes them as admitied prior art. See In re Gunther, 1942
C.D. 332; 538 O.G. 744; In re Chevenard, 1944 C.D, 141; 500
0.G. 196. This applies also to assertions of the Board. In re Selmi,
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- 1935CD: 525; 59“1’06 160;

S Forﬁnﬂletvxéwsonjudmalnouce seefme

, supported by ¢

some reference work); Inre Boon, 58. CCPA 1035, 169. USPQ
231 (1971) (a challenge to the taking of Judlclal notice must
contain adequate information or argument to create on its facea
feasonable doubt rega:dmg the circumstances jusufymg the
judicial notice); and J re Barr, 58 CCPA 1389, 170 USPQ 330
(1971) (involved references held not a sufficient basis for taking
judicial notice that involved controverted phrases are art-recog-

nized).

706.02(b) Admissions by Applicant

37 CFR 1.106 Rejection of claims.

S s h %

(c) In rejecting claims the examiner may rely upon admissions by the applicant,
or the patent owner in a reexamination proceeding, as 10 any matter affecting
patentability end, insofar as rejections in applications are concerned, may also
rely upon facts within his or her knowledge pursuant to § 1.107.

The examiner may rely uporn admissions by the applicant inthe
specificationorin otherpapersfiled in the application in rejecting
claims. However, the examiner may uot rely upon >37 CFR<
1.106(c) ina manner inconsistent with /n re Ruff, et al., 45 CCPA
1037, 118 USPQ 340 (CCPA 1958) and decisions subseguent
thereto.

>706.02(c) Estabhshmg Common Owner
ship [R-6]

Prior ast under §102(£)/103 or §102(g)/103 is disqualified only
where the prior art and the invention were, at the time the
invention was made, owned by the same person or subject t0 an
obligation of assignment to the same person. The term “same
person” can also be read as “same organization”. The phrase
“owned by the same person” requires that the same person,
persons, or organization own 100% of the subject matter (prior
art) and 100% of the claimed invention. The phrase “subjecttoan
obligation of assignment to the same person” requires thatalegal
obligation of assignment exist and not merely a moral or unen-
forceable obligation.

As long as the same person owns the subject matter and the
invention at lie time the claimed invention was made, a license
to another may be made without the subject matter beconing
prior art.

The last paragraph of 35 U.S.C.103 requires actual ownership
(or obligation to assign) be in existence at the time the claimed
invention is made for the subject matter to be disqualified as prior
art; acquiring one or the other later is not sufficient.

The burden of establishing that subject matter is disqualified as
prior art is placed on the patent applicant and not on the examiner
once the examiner establishes a prima facic case of obviousness
based on the prior art.

Applications will be considered by the examiner to be owned
by, or subject to an obligation of assignment to, the same person
ifs
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ert 57 CCPA

(c) an afﬁdam or déc
Wthh states that there is.common ownershlp and explains why
the affiant believes there is common ownership; or

(d) other evidence is submitted which estabhshes -COMMOon
ownershlp of the applications i in questxon e g, a court decxsmn
determining the owner.

In circumstances where the common owner is a corporauon or
other organization, an affidavit or declaration averring common
ownership may be signed by an official of the corporation or
organization empowered to act on behalf of the corporau’on or
organization.

A power of attorney to prosecute an apphcauon does not make
an individual an official of a corporation or organization for
purposes of averring 1o common ownership,

The common ownership must be shown to exist at the time the
later invention was made.

Examination of Applications of Different Inventive Entities
Where Common Ownership is not Established

The examiner should assume that common ownership does not
exist and:

1) consider the applicability of 35 U.S.C.102(f)/103 or 35
U.S.C.102(g)/103 if one application refers to the other or if one
inventor is common to both applications, If there is no cross-
reference or common inventor between the applications it would
be inappropriate for the examiner to refer toone application in the
other in view of 35 U.S.C. 122),

2) consider interference if appropriate, or

3) suspend the later filed application if it is otherwise allowable
until the earlier filed application is abandoned or issues asa patent
and then reject the later application under 35 U.S.C.102(e)/103,
if appropriate.

Examination of Applications of Different Inventive Entities
Where Common Ownership is Established

The examiner must check to see if the applications establish
common ownershipat the time the later invention was made, and,
if established:

1) examine the applications as to all grounds (not including 35
U.S.C.102(f) and (g) as they apply through §103),

2) examine the applications for double patenting, including
double patenting of the obviousness type, and makes a provi-
sional rejection, if appropriate, (sec /n re Mou, 190 USi\;
(CCPA 1976},

3yexamine the later filed application under 35 U,S.C.102(e) as
it applies through 35 U.S.C,103 and makes a provisional rejec-
tion under 35 U.S.C.102(e)/103 in the later filed application, if
appropriate, and
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4) per.mt apphcam of the later filed apphcauon to fil an -t

131 o overcome: the provxsmnal or

afﬁdavxt under 37.CFR 1.
 acwal35U.S.C. lOQ(e)/
nal dxscla:mer 1o overcome mepmvxsnmal oractual rejecuon on

706 03 Rejectlons N’ot Base‘d on ‘Pnor ‘Art

The primary ob_]ect of the exammauon'of an applxcauon is to
determine whether or not the claims define a patentable advance
overthe pncr art. This consideration should not be refegated to
a secondary position while undue emphasis is given to non-prior
art or “technical” rejections. Effort in examining should be
concentrated on truly essential matters, minimizing or eliminat-
ing effort on technical rejections which are not really critical.
Where a major technical rejection is proper (e.g., lack of proper
disclosure, undue breadih, utility, etc.} such rejection should be
stated with a full developmentof the reasons rather than by amere
conclusion coupicd with some sterotyped expression.

Rejections not based on prior art are explained in >SMPEP<§§
706.03(a) to 706.03(z). IF THE LANGUAGE IN THE FORM
PARAGRAPHS ARE INCORPORATEDINTHELETTERTO
STATE THE REJECTION, THERE WILL BELESS CHANCE
OF A MISUNDERSTANDING AS TO THE GROUNDS OF
REJECTION.

Appropriate Form Paragraphs 7.30-7.36 should be used when
making rejections under 35 U.S.C. 112.

730 Discloswre Objectedto 35 US.C. 112, 1st Paragraph

The following is e quotation of the first paragraph of 35 US.C. 112: “The
epecification shall contain a written description of the invention and of themanner
and process of making and using it, in such full, clear, concise, and exact terms
as to enable any person skilled in the ant to which it pertaing, or with which it is
moat neardy connecied, tomake and use the same and shall set forth the best mode
comtemplated by the inventor of carrying out his invention.”

The specification is objected to under 35 U.S.C 112, first paragraph, as {1].

Ezaminer Note:
1. Use this paragraph when the deficiencies in the specification are more than

minor informalities (for minor informalities, see paragraph 7.29).

2. In bracket 1, explain in general terms the deficiency, such as:

a. failing to provide an adequate written description of the invention.

b. failing to adequately ieach how tomake and/or use the invention, i.e.failing
to provide an enabling disclosure.

¢. failing to present & best mode of carrying out the invention.

For new matter situations

d. the specification, as originally filed, does not provide support for the
invention as is now claimed,
(See sleo form paragrsph 7.28).

3. A full explanstion of the specific deficiencies must be provided at the end of

this paragragh.
4, Use paragraph 7.31 for s rejection of claims based on the deficiencies set

fosth in this paragraph.
7.31 Rejection, 35 USLC. 112, 1st Paragraph, Disclosure

Claim (1)rejected under35 U.S.C. 112, first paragraph, for the reasons set forth
in the objection to the specification.

Examiner ™ote:
Supply further explanation if appropriate. New matter rejections should be
made under this section of the statute when the claims depend upon the new
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706:03(a)

Claun (6)} re;eacd under 35

: graph
fenablmg only for dmms lzmned (2) See MPEP '706 03(n) and '706 03(z)

ph wh  the spe ﬁ‘icaum is enabhng for a pomon of the

:‘subjec maiter claimed but’ the enablement is not commensurate in scope with the
iclaiims. Tri bracket 2, déscribe ‘the subject mattei- siipported, ‘which may be by

reference to specific portions of the specification. Also, insert the basis for

asserung that mc spcc:ﬁcauoq isnot mablmg for the entirz scope of the claim 2t

theend of the parag nl.m

7.33 Rejection, 35 U.S.C. 112, Ist & 2nd Paragraphs

Claim (1) rejected under 35 U.S.C. 112, first and second paragraphs, as the
claimed invention is not described in such full, clear, concise and exact terms as
to ensble any person skilled in the art to make and use the same, and/or for failing
1o particularly point out and distinctly claim the subject matter which applicant
regards as the invention,

Examiner Note:

1. This paragraph should not be used when it is appropriate tomake one ormore
separate rejections under the first and/or the second paragraph of 35 U.S.C. 112,
In other words, separate rejections under either the first paragraph or the second
paragraph of 35 U.S.C. 112 are preferred. This paragraph should only be used
when cither the first or second paragraph of 35 U.S.C. 112 could be applicable,
but due to some question of interpretation, uncertainty exists as to whether the
claimed invention is insufficiently described in the enabling teachings of the
specification or the claim language is indefinite.

2. A full explanation should be provided with this rejection.

7.34 Rejection, 35 US.C. 112, 2nd Paragraph, Claims

Claiin (1) rejected vnder 35 U.S.C, 112, second paragraph, as being indefinite
forfailing to particulariy point out and distinculy claim the subject matter which
the applicant regards as the invention.

Examiner Note:

1. Use this paragraph when claims are vague, indefinite, confusing, incorrect
or cannot be understood.

2. Add a full explanation of the rejection.

3. Sec also paragraph 17.07.

7.35 Rejection, 35 U.S.C. 112, " Qmnibus claims”

Claim (1) rejected for obviously failing to particularly point out and distinctly
claim the invention as required by 35 U.S.C. 112, second paragraph.

Examiner Note:
1. Usethis paragraph to reject an “Omnibus type claim™, No further explanation

is necessary.
2. See MPEP 1320.04(b) for cancellation of such a claim by examiner's

amendment,
7.36 Rejection, 35 U.S.C. 112, 4th Paragraph

Claim (1) rejected under 35 U.S.C. 112, fourth paragraph, as being of improper
dependent form for failing to further Iimit the subject matter of a previous eluim.

Examinecr Note:
1. an explanation of what is in the claim and why it does not constitute a further

limitation should be given,
2. for a rejection of hybrid claisns, see MPEP 608.01(n).

706.03(a) l\;ﬁnzt]atutory Subject Matter

Patents are not granted for ali new and useful inventions and
discoveries. The subject matter of the invention or discovery
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- mew and useful improvement thereof,”
' Thcterm“process"asdet‘medm 35U. S C 100 memspmcess,
art or method, and includes a new use of a known process,
- machine, manufacture, composition of matter, or matmal
.- See >MPEP<§ 2105 for patemablltty of MiCroorganisms and
>MPEP< § 2110 for patentability of mathemaueal alg@mhms or

compater programs.
Use Form Paragraphs 7.04 and 7.05 to reject un ader 35 US.C.

aragrapns
161.
754 Statement of Statutory Basis, 35 US.C. 101

33 U.S.C. 101 reads ac follows:

“Whoeverinvents ordiscovers any new and useful process, machine, manufac-
wure, af composition of matter or any new and useful improvement thereof, may
obeain 2 patent therefore, subject to the conditions and requirements of this title”.

Examiner Note:
This paragraph must precede the first use of 35 U.S.C. 101 >in all first actions

on the merits and final rejections<.
745 Rejection, 35 USL. 101, Utility, Non-Statutory
Claisns [1] rejected under 35 U.S.C. 101 bccause f21.

Examiner Note:

1. In bracket 2, insent the appropsiate basis for the rejection, such as:
(z; the claimed invention is directed to non-statutory subject magter,
(b} the claimed invention lacks patentable utility;

() the invention as disclosed is inoperative and therefore lacks wility.
2. Explain the rejection following the recitation of the statute.

3. See MPEP 608.01(p) and 796.03(p) for other situations.

4. This paragraph must be preceded by paragreph 7.04.

Decisions have determined the limits of the statutory classes.
Examples of subject malter not patentable under the Statute

follow:
PRINTED MATTER

For example, a mere arrangement of printed matter, though
secemingly a “manufacture,” is rejected as not being within the
statutory classes. See In re Miiler, 164 USPQ 46, 57 CCPA 809
(1969); Ex parte Gwinn, 112 USPQ 439 (Bd. App. 1955); and In
re Jones, 153 USPQ 77, 54 CCPA 1218 (1967).

NATURALLY OCCURRING ARTICLE

Similarly, a thing occurring in natuse, which is substantially
unaltered, is not a “manufacture.” A shrimp with the head and
digestive tract removed is an example. Ex parte Grayson, 51
USPGQ 413,

METHOD OF DOING BUSINESS

Though seemingly within the category of a process or method,
amethod of doing business can be rejected as not being within the
statutory classes. See Hotel Security Checking Co. v. Lorraine
Co., 160 Fed. 467 and In re Wait, 24 USPQ 88, 22 CCPA 822

Rev, 6, Oct. 1987

" Ascientific principle, divorced fromany. tangxblestmctm'e.x a

-explained in >MPEP<§ 706. 03(b)

; 5.03( i MANUALOF pamm EXAMINING PROCEDURE
" must come , within the boundanes set forth by 35 US.C. 101, (193

i -which permits patents tobe gramed only for “any new and useful .
pmcess,machme manufactnre or composmon ‘of manu m'any -

berejectedas notw:thm the statutory ckasses O’Rezlly v. Morse.
15 Howard 62. . L
This subject matter is funher hmued by the Atomlc Energy Act

69{..

A hmnanon on what can be patemed is 1mposed by the Atomic
Energy Act of 1954, Section 151(a) (42 U.S.C. 2181a) thereof
reads in part as follows: _ ‘

No patert shall heresfter be granted for any invention or discovery
which is useful solely in the utilization of special nuclear material or
stomic energy in an stomic weapon.

The terms “atomic energy” and “special nuclear material” are
defined in Section 11 of the Act (42 U.S.C. 2014).

Sections 151(c) and 151(d) (42 U.S.C. 2181¢ and d) set up
categories of pending applications relating to atomic energy that
must be brought to the attention of the Depanmem of Energy.
Under37CFR 1.14(c), applications for patents which disclose or
which appear to disclose, or which purporttodisclose, inventions
or discoveries relating to atomic energy are reported to the
Department of Energy and the Department will be given access
to such applications, but such reporting does not constitute a
determination that the subject matter of each application so
reported is in fact useful or an invention or discovery or that such
applicationin fact discloses subject matter in categories specified
by the Atomic Energy Act.

All applications received in the Patent and Trademark Office
are screened by Group 220 personnel, under 37 CFR 1.14(c), in
order for the Commissioner to fulfill his responsibilities under
section 151(d) (42 U.S.C. 2181d) of the Atomic Energy Act.
Papers subsequent!y added must be inspected promptly by the
examiner when reccived 1o Jetermine whether the application
has been amended to relate to atomic energy and those so related
must be promptly forwarded to Licensing and Review in Group
220.

All rejections based upon sections 151(a)(42 U.S.C. 2181a),
152 (42 U.S.C. 2182), and 155 (42 U.S.C. 2185) of the Atomic
Energy Act must be made only by Group 220 personnel.

706.03(¢c) Functional

See Ex parte Ball et al,, 1953 C.D.4; 675 O.G. 5: In re Arbeit
etal,, 1953 C.D. 409; 677 O.G. 843 and Ex parte Stanley, 121
USPQ 621.

35US8.C. 112 Specification.

The specification shall contsin a written description of the invention, and of the
manner and process of making and using it, in such full, clear, concise, and exact
terms as to enable any person skilled in thie art to which it pertains, or with which
it is most nearly connecicd, 10 make and use the same, and shall set forth the best
mode contemplated by the inventor of courying out his invention.

The gpecification shall conclude with one or more cleims particularly pointing
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; Aclaixﬂmaybewﬁumhinde@écmbr.if e of U i
. dependent or multiple dependent foem. -~ - SR a
*  Subject to the following paragreph, a claim in depmdcnl form shall contain a

-reference 10 6 clgim pucvmus!y set forth and ther specify & further limitation of .
: the meaning of: “n'ansparent to. mfra-red rays is. sufficiently

clear. ...

Ethe mb}ect rnaucr claimed, A clsim in: dependent form shall be. construed to
by reference 21l the limizaticns of the clmm 1o which it refers.

’ A claim mmuluplc dependcmfovm shall containa reference in the slternative .
-only 1o miore thin ‘oné” daim ‘previouily set forh and then specify & further -
- limitation of the subjéct matter claimed. A multiple dependent claim shall not

serve as a basis for any other maliiple dependent claim. A muiiiple depcndem
claim shall be construed to incciporate by reference all ihe limi wztions of the
panticular claim in relation o which B is being considered. .

An element in a claim for 2 combination may be expressed as & means or step
for performing e specified function without the recital of stnictare, material, or
acts in supportthereof, and such claim shall be construed 1o cover the corre:pond-
ing curucture, material, or acts described in the specification and equivalents
therect. '

The last paragraph of 35 U.S.C. 112 has the effect of prohibit-
ing the rejection of a claim for a combination of elements (or
steps) on the ground that the claim distinguishes from the priorart
solely in an element (or step) defined as a “means” {or “step”)
coupled with a statement of function. However this provision of
the last paragraph must always be considered as subordinate to
the provision of paragraph 2 that the claim particularly point out
and distinctly claim the subject matter. If a claim is found to
contain language approved by the last paragraph such claim
should always be tested additionally for compliance with para-
graph 2 and if it fails to comply with the requirements of
paragraph 2, the claim should be so rejected and the reasons fully
stated.

The last paragraph of 35 U.S.C. 112 makes no change in the
established practice of rejecting claims as functional in situations
such as the following:

1. Aclaim whichcontains functional Tanguage not supported by
gecitation in the claim of sufficient structure to warrant the
presence of the functional language in the claim. An example of
aclaim of this character may be found in Inre Fuller, 1925 C.D.
172; 388 O.G. 279. The claim reads:

A woolen cloth having a tendency to wear rough rather than
smooth.

2. A claim which recites only a single means and thus encom-
passes all possible means for performing a desired function. For
an example, see the following claim in Ex parte Bullock, 1907
C.D. 93; 127 O.G. 1580:

In a device of the class described, means for transferring
clothes-carrying rods from one position and depositing them on
4 suitable support.

Note the following cases:

1. In re Hutchinson, 69 USPQ 138, 33 CCPA 879 (1946), the
terms “adapted for use in” and “adapted to be adhered t0” were
held not to constitute a limitation in any patentable sense.

2. In re Mason, 114 USPQ 127, 44 CCPA 937 (1957), the
functional “whereby” statement was held not to define any
structuse and accordingly could not serve to distinguish,

3.InreBoller, 141 USPC 740,51 CCPA 1484 (1964), the term
“volatile neutralizing agent” v as held to be patentably effective
and commensurate with the breadth of the disclosed invention.

4.InreLandandRogers, 151 USPQ 621 (1966), the expression
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after at m substanual devclopmen ' was gaven we:ght.
- :5,Inre Halleck, 164 USPQ 647, 57.€¢
“an effective amount” was held not ob_]cctlonable

v ;A~954(1970),lheté;in

6.Inre Swinehart and Sfiligoj, 169 USPQ226(1971) “held that

7.dn reBarrét a’ 170 USPQ 330 58 Cf‘}‘A 1388 (1971) held
that the expressmn_ “‘incapable of 'fqrmmg,a dy= with said oxi-
dized develaping agent,” set forth definite bous: ) rigs,

706.63(d) Vague and Indefinite

When the examiner is satistied that patentable novelty is
disclosed anid it is apparent to the examiner that the claims are
directed to such patentable subject matter, he or she should allow
claims which define the patentable novelty with a reasonable
degree of particularity and distinctness. Some latitude in the
manner of expression and the aptness of terms should be permit-
ted even though the claim language is not as precise as the
examiner might desire,

The fact that a claim is broad does not necessarily justify a
rejection on the ground that the claim is vague and indefinite or
incomplete. In non-chemical cases, a claim may, in general, be
drawn as broadly as permitted by the prior art.

The rejection of a claim as indefinite would appear to present
no difficulties. On occasion, however, a great deal or effort is
required to explain just what is wrong with the claim, when
writing the exsininer’s letter, Although cooperation with the
attorney is to be commended, undue time should not be spent
trying to guess what the attorney was trying to say in the claim.
Sometimes, a rejection as indefinite plus the statement that a

"06 os(d)f

certain line is meaningless is sufficient. The examiner’s action ..

should be comstructive in nature and when possible he should
offer a defirite suggestion for correction.

The mere inclusion of reference numerals in a claim otherwise
allowable is not 2 ground for rejection. But see Exparte Osborne,
1900 C.D. 137; 92 0.G. 1797.

Alternative expressions such as “brake or locking device” may
make a claim indefinite if the limitation covers two different
elements. If two equivalent parts are referred to such as “rods or
bars”, the alternative expression may be considered proper.

The inclusion of a negative limitation shall not, ir itself, be
considered a sufficient basis for objection to or rejection of a
claim. However, if such a limitation renders the claim unduly
broad or indefinite or otherwise results in a failure to point out the
invention in the manner contemplated by 35 U.S.C. 112, an
appropriate rejection should be made.

Generally speaking, the inclusion of (1) negative limitations
and (2) aiernative expressions, provided that the altematively
expressed elements are basically equivalents for the purpose of
the invention, are permitted if no uncertainty or ambiguity with
respect to the guestion of scope or breadth of the claim is
presented.

The examiner has the responsibility to make sure the wording
of the claims is sufficiently definitc o reasonably determine the
scope. It is applicant’s responsibility to select proper wording of
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. the claim; except o the extesit that ﬂleselectmn of wmds makes
e claxms ifidefinite; Under no circumsiances shiould a claim be

: 'of wording. -

“-Still another way in wtnch a clann canbe mdeﬁmtc is where a’

nor ‘sequitur occurs. For example; a claim is inferential and
therefore indefinite when it recites “said lever” and there was no
‘earlier reference or rio antecedent in' the' claim to a levér.' An
‘indirect limitation alsc affords a ground of rejectionas indefinite.
If a “lever” is set forth and, later in the-claim, *“said aluminum
fever” is reciied, the claim is rejected as indefinite.

Rejections for indefiniteness were affirmed in In re Cohn, 169
USPQ95(CCPA 1971); in re Haminack, 166 USPQ 209 (CCPA
1970; and I re Collier 158 USPQ 266 (CCPA 1968).

Rejections for indefiniteness were reversed in In re Castaing,
166 USPQ 550 (CCPA 1970); fnre Fisher, 166 USPQ 18 (CCPA,
1970); and In re Wakefield, 164 USPQ 636 (CCPA, 1970).

706.03(e) Product by Process

An article may be claimed by a process of making it provided
it is definite. In re Moeller, 1941 C.D. 316; 48 USPQ 542; 28
CCPA 932; In re Luck, 177 USPQ 523 (CCPA 1973); In re
Steppan, 156 USPQ 143 (CCPA 1967); and Inre Pilkington, 162
USPQ 145 (CCPA 1969).

When the prior art discloses a product which reasonably
appears to be either identical with or only slightly different than
a product claimed in a product-by-process claim, a rejection
based alternatively on either section 102 or 103 of the statute is
appropriate. As a practical matter, the Patent and Trademark
Office is not equipped to manufacture products by the myriad of
processes put before it and then obtain prior art products and
make physical comparisons therewith. A lesser burden of proof
is required to make out a case of prima facie obviousness for
product-by-process claims because of their peculiar nature than
when a product is claimed in the conventional fashion. /n re
Brown, 59 CCPA 1063, 173 USPQ 685 (1972); In re Fessmann,
180 USPQ 324 (CCPA1974).

Where an applicant’s product in incapable of description by
oroduct claims which are of difierent scope, he is entitled to
product-by-process claims that recite his novel process of manu-
facture as a hedge against the possibility that his broader product
claims may be invalidated. I re Hughes, 182 USPQ 106 (CCPA
1974).

The fact that it is necessary for an applicant to describe his
product in product-by-process terms does not prevent him from
presenting claims of varying scope, Ex parte Pantzer and Feier,
176 USPQ 141 (Board of Appeals, 1972).

706.03(f) Incomplete

A claim can be rejected as incomplete if it omits essential
elements, steps or necessary structural cooperative relationship
of elements, such omission amounting to a gap between the
elemcents, steps or necessary structural connections. Greater
latitude is permissible with respect to the definition in a claim of
matters not essential to novelty or operability than with respect to
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matters essenua] therew Seealse >MPEP<§ 7064 03(d)

Clalms arerejccted asprohx when theycontam Iong recnanons

“or unimportant details whicki hie or obscure the invention. Ex
parte lagan, 1911 C.D., 10' 162.0. G. 538, expresses the though:
- that very long detailed claims setting forth so many elements that
-invention cannot possibly reside in the combination should be

re}vcted as prolix, See also In re Ludwick, 1925 C.D. 306; 339
0.G. 393,

706.03(h)

Some applications when filed contain an omnibus claim sach
as “A device substantially as shown and described”.

Such a claim can be rejected as follows:

Claim -- — isrejected for failing to particularly point out and
distinctly claim the invention as required in 35 U.S.C. 112,

For cancellation of such aclaim by examiner’s amendment, see
>MPEP< § 1302.04(b).

706.03(i) Aggregation [R-6]

Rejections on the ground of aggregation should be based upon
a lack of cooperation between the elements of the claim. Many
decisions and some legal writers extend the term to include old
and exhausted combinations (>MPEP< § 706.03(j)). Confusion
as to what is meant can be avoided be treating all claims which
include more than one clement as combinations (patentable or
unpatentable)if there is actual cooperation between theelements,
and as aggregations if there is no cooperation.

Example of aggregation: A washing machine associated with a
dial telephone.

Example of old combination: An improved carburetor claimed
in combination with a gasoline engine.

A claim is not necessarily aggregative because the various
elements do not function simultaneously. A typewriter, for
example, is a good combination. See alsoInre Worrest, A0 CCPA
804, 96 USPQ 381 (1953). Neither is a claim necessarily aggre-
gative merely because elements which do cooperate are set forth
in specific detail.

A rejection on aggregation should be made only after consid-
eration of the court’s comments in In re Gustafson, 51 CCPA
1358, 141 USPQ 585 (1964).

706.03(j) Old Combination [R-6]

Nonstatutory Ciaim [R-6]

The rejection on the ground of old combination (synonymous
with “exhausted combination™) requires the citation of a refer-
ence, butis treated here because of its relation to aggregation. The
reference (notacombination of references, of course) is cited, not
toanticipate theclaim, but to anticipate the broad combination set
forth in the claim. Morcover, the cooperation and result between
the clements inthe reference must be the same as it is in the clairm,

A rejection on the ground of old combination should be made
whenever proper. Whether subcombination clzims have been
presented or allowed in the same application, or whether other
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of the same’ elemems fmwuanally ooop==raung in substannally

 thesame mannerto prodice substannally the same resu{:s as that
of the claimed combinagon. - ' "

- Exparté Szlversrem 125 USPQ 238. The fact thatan appllcant
hasimproved one ciementofa combination which may be per sé
patentable does not entitle bim or her © a claim (o the improved
element in combination with old elements where the ¢lements
perform no new function in the c}a;mm. cofn o.x.awr in re Hull
41 CCPA 759.

Example: An improved (specifically recited) carburetor
claimed in combination with a gasoline engine. A reference is
cited which shows a carburetor combined with a gasoline engine.
This shows the broad combination tobe old. Both in the reference
and in the claimed combination, the cooperation between the
carburetor and engine is the same and the end result is the same.
The claimed combination is an improvement over the prior art
only because of the improved carburetor. The carburetor has
separate status, since entire subclasses are devoted to carbure-
tors, claimed as such. A reference is preferably cited to show the
separate status and development. (See >MPEP< § 904.01(d).)

Old combination rejections ordinarily are based on 35 U.S.C.
112 (fzilure to point out the invention). The rejection should
make it clear exactly what the combination is and why it is
thought that any improved element does not modify the action of
the combination. A suggested form for use in making an old
combination rejection is as follows:

“Claim 1 is rejected under 35 U.S.C. 112 as being drawn to the
old combination of a bell, 2 battery and a switch connected in
series by wire conductors. This combination is shown to be old
by the patent to Jones which discloses broadly the same elements
functionally interrefated ** in the same manner to produce
substantially the sarne results. The combination of claim 1 differs
from that shown in Jones in setting forth a specific construction
of the battery itself. Since the latter does not modify the action of
the other elements recited in the claim in any material manner, no
new combination is seen to exist. Inn re Hall, 100 USPQ 46; 41
CCPA 759; 208 F. 2d 370; 680 0.G.5.”

See also Lincoln Engineering Co. v. Stewart-Warner Corp.,
303 U.S. 545,37 USPQ 1 (1938); In re McCabe, 48 CCPA 881,
129 USPQ 149 (1961) (discussion of claim 13); and pasticularly
In re Bernhart, 57 CCPA 737, 163 USPQ 611 (1969).

706.03(k) Duplicate Llatms, Double
Patenting [R-6]

Inasmuch as a patent is supposed to be limited to only one
invention or, at most, several closely rclated indivisible inven-
tions, limiting an application to a single claim, or a single claim
toeach of therelated inventions might appearto be logical as well
as convenient. However, court decisions have confirmed
applicant’s right to restate (i.e., by plural claiming) the invention
in a reasonablc number of ways. Indeed, a mere difference in
scope between claims has been held to be enough.

Nevertheless, when two claims in anapplication are duplicates,
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t orelsearesocloseincontent that they both cover the same thing, -
is despiteaslight difference inwording, it is proper afieraltowing
on onecnaxmtore;ectmeomerasbemgasubstantlalduplnca&ofthe
allowed claim. “Also, it is’ possible 3

0 reject one claim o an
allowed claim if they differ onl ubject | matier old in the art.
The latter ground of reJecnon is set forth in the following
paragraph quoted from Ex parte Whitelaw, 1915 C D 18 219
0.G. 1237: ’

““Claim 54 isnot patentable over clalm 51 and claims 53,55 and 1
56.are not patentable over claim 50-in view of Comstock, No. |
550,657, which shows that it is old to employ an engine-casing |
in tools of this character. The claims held patentable are consid- }
ered asfully covering applicant’s invention, and applicant cannot |
be permitied to multiply his claims by presenting alicged combi-
nations which distinguish from the real invention only by includ- ‘
ing elements which are old in the art and perform no new
function.” |

This rejection (the Ex parte Whitelaw doctrine) is usually not |
applied if there are only a few claims in the application.

Situations related to that given above are as follows:

Where there is acommon assignee for two or more applications
by different inventors, and the applications contain conflicting
claims, see >MPEP< § 804.03,

DOUBLE PATENTING

Where there are conflicting claims in different applications of
the same inventor, one of which is assigned, see >SMPEP< § 304.

Where the same inventor has two or more applications for
species or for related inventions, see >MPEP< Chapter 800,
particularly §5 804-804.02, 806.04(h), 822 and 822.01 for double
patenting rejections of inventions not patentable over each other.

See Form Paragraph 7.06 for the wording of a 35 U.S.C. 101
double patenting rejection.

7.06 Rejection, 35 U.S.C. 101, Double Patenting

Claim (1] rejected under 35 U.S.C. 101 as claiming the same invention as that
of claim [2] of prios >U.S. Patent No.{3]. This is a double patenting rejection.

Examiner Note:

1.This paragraph is used only for double patenting rejections of the same
invention claimed in an earlier patent.

2. Ifthe conflicting claims are in another copending application, do not use this
paragraph. A provisional double patenting rejection should be made using
paragraph 7.06.1.

3. Do nek use this paragraph for obviousness-type double patenting rejections.
See paragraphs 7.24 - 7.26.

4. This paragraph may be used where the conflicting patent snd the pending
application are:

(a) by the same inventive entity, or

(b) by & different inventive entity and are commonly assigned, or

(c) not commonly assigned but have at least one common inventor,

5.. In bracket 3, insent the number of the conflicting patent

6. If the patent is to a different inventive entity and is commonly assigned with
theappication, paragraph 8.27 should additionally be used to require the assignee
to name the first inventor.

7.1f evidence is of record 1o indicate that the patent is prior art under either 35
U.S £, 102(f) or (g), a rejection should also be made using paragraphs 7.13 and/
or 7.14 in addition 1o this double patenting rejection.

8.1f the patent is to adifferent inventive entity from the application and the U.S.
filing date of the patent antedates the effective filing date of the application, a
rejection under 35 U.S.C. 102(e) should additionally be made using peragraph
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Examiner Note

1. This paragmph is used only for double patenting rejecums where l.be ﬂmﬁ
invention is claimed i another copundmg gpplication. -

2. Xf the' cuﬂhcungdmns mi‘rom an issued patent, donu- usethlspamgraph
Gee pu..gn[xl 7.6, .

‘3. Do ot use this parsgreph fw cbkuss.css doubzz paamng rejecuans Sec
varazraphs 7.24-1.26.

4. This paragraph mvacused where the conflicting claims sreina eep::-.d:rg
application that is:

(a) by the same inventive entity, or
(b) by a different inventive entity and is commonly assigned, or
(c) not commonly assigned but has at least one inventor in common.

S.Paragraph 8.28 may be used in place of oralong with this paragraph toresolve
any remaining issues relating to priosity under 35 U.S.C. 102(f) or (g).

6. In bracket 3, insert the number of the conflicting application.

7. A double patenting rejection should also be made in the other conflicting
application.

&. If the copending application is to & d:ffemm inventive entity and is
canmorﬂy essigned, ;m:gmph 8.27 should additionally be uszed to require the
assignee 10 name the fisst inventor.

9. If evidence is also of record to show that either apphcauon is prior art unto
the otherunder 35 U.S.C. 102(f) or(g), & rejection should also be made in the other
application using paregraphs 7.13 and/or 7.14 in gddition to this provisional
double patenting rejection.

10. If the applications do not have the same U.S. filing date, & provisional
102(e) rejection should gdditionally be made in the later-filed application using
paragraph 7.15.1.<

APPLICATION FILED UNDER 35 U.S.C. 121

The Commissioner has determined that under 35 U.S.C. 121,
the Patent and Trademark Office cannot reject a divisional
application on the parent patent if the divisional application is
filed asaresult of a requirement for restriction made by the Office
even though the requirement for restriction relates to species. /n
re Joyce, 1958 C.D. 2; 115 USPQ 412. See also Inre Herrick et
al., 1958 C.D. 1; 115 USPQ 412 where the Commissioner ruled
that a requirement for restriction should not be made in an
application claiming more than five species if the examiner is of
the opinion that the various species are obviously unpateniable
over one another.

sAdditionally, if an applicant combines two related pending
applications in order to avoid a provisional rejection under 35
U.S.C. 102(e)/103 and the rasulting application is subject to a
restriction requirement, the Commissioner has determined that
350.8.C. 121 precludes rejecting the restricted pending applica-
tion over any patent issuing as a result of the restriction require-
ment.<

706.03(1y Multiplicity [R-6]

37 CFR 1.75 Claim({s)

LL 220

(b). More than one claim may be presented, provided they differ substantially

from each other and are not unduly multiplied.
(22144
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AR unreasona k, numbex nf claxms.ma is unreamable in

To avoid the possxbxluy that an apphcanon wihich: has. been

g re}ec(ed on.the-ground of undue multiplicity.+ of clanus may be
appealed 10 the Board of ,»Patem< . Appeals »and Interferences<

priorio anexamination onthementsof atleastsome.of theclaims
presented, the. examiner should, at the time of makmg the
rejection on. the ground of mulnphcxty of cla:ms specify the
number of claims which in his or her Judgment is sufficient 10
properly define applicant’s invention and require the applicant to
select certain claims, not to exceed the number specified, for
examination on the merits. The examiner should be reasonable in
setting the number to afford the applicant some latitude in
claiming the invention,

The earlier views of the Court of Customs and Patent Appeals
setforthinJnre Chandler, 117 USPQ 361,45 CCPA 911 (1958)
and /n re Chandler, 138 USPQ 138, 50 CCPA 1422 (1963} have
been somewhatrevised by its viewsin /nre Flint, 162 USPQ 228,
56 CCPA 1300 (1969) and /n re Wakefield, 164 USPQ 636, 57
CCPA 959 (1970).

If a rejection on multiplicity is in order the examiner should
make a telephone call explaining that the claims are unduly
multiplied and will be rejected on that ground. Note >MPEP< §
408. The examiner shouldrequest selection of aspecified number
of claims for purposes of examination.

If time for consideration is requested arrangements should be
made for a second telephone call, preferably within three work-
ing days.

When claims are selected, a formal multiplicity rejection is
made, including a complete record of the telephone interview,
followed by an action on the selected claims.

When applicant refuses to comply with the telephone request,
a formal multiplicity rejection is made,

The applicant’s response to 2 formal multiplicity rejection of
the examiner, 10 be complete, must either:

1. Reduce the number of claims presented to those selected
previously by telephone, or if no previous selection has been
made to a number not exceeding the number specified by the
examiner in the Office action, thus overcoming the rejection
based upon the ground of multiplicity, or

2. In the event of a traverse of said rejection applicant, besides
specifically pointing out the supposed errors of the multiplicity
rejection is required to confirm the selection previously made by
telephons, or if no previous selection has been made, select
certain claims for purpose of examination, the number of wkich
is not greater than the number specified by the examiner.

If the rejection on multiplicity is adhered to, all claims retained
will be included in such rejection and the selected claims only
will be additionally examined on their merits. This procedure
preserves applicant’s right 10 have the rejection on multiplicity
raviewed by the Board of >Patent< Appeals>and Interferences<.
See also >MPEP< § 706.03(k).

706.03(m) Nonelected Inventions [R-6]
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2 “"7706 03(n) Correspondence okalalm and

See >MPEP<§§ 821 w 82 1.03 for t:edtme.m of claims held to
; «;be drawn;:o mn4eW mvenuons :

Dzsclesure‘ {R-G;

37 CFR I 117 Amwa’zmtand rewswn reqmred :
. The spectﬁcmm, dams and dmwmg must be am-d..d md revwed when
mquued 10, correat. inaCmuracies of desmpuon and deﬁmnm of unnecessary
prolixity, andmsemmcamspondencebetwecn the clauns Lhespecxf‘ ication and
the drawing., . | T

Another category of rejecuons not based on the pnor art is
based upon the relation of the rejected claim to the disclosure. In

chemical cases, a claim may be so broad as to not be supporied

by disclosure, in which case it is rejected as unwarranted by the
disclosure. If averments in a claim do not correspond to the
averments or disclosure in the specification, a rejection on the
ground of inaccuracy may be inorder. It must be kept in mind that
an original claim is part of the disclosure and might adequately
set forth subject mauer which is completely absent from the
specification. Applicantisrequired in such an instance to add the
subject matter to the specification. Whenever an objection or
rejection is made based on incomplete disclosure, the examiner
should in the interest of expeditious prosecution call attention to
37CFR 1.118.

When an amendment is filed in response to an objection or
rejection based on incomplete disclosure, a study of the entire
application is often necessary to determine whether or not “new
matter” isinvolved. Applicant should therefore specifically point
out the support for any amendments made to the disclosure,

1f subject matter capable of illustration is originally claimed
and it is not shown in the drawing, the claim is not rejected but
applicant is required to add it to the drawing. See >MPEP< §

608.01(1y
See >MPEP< §706.03(z) for rejection on undue breadth.
706.03(0) New Matter

35 U.S.C. 132. Notice of rejection, reexamination.

Whenever, on examination, any claim for a patent is rejected, or any objection
orrequirement made, the Commissioner shall notify the applicant thereof, stating
the reasons for such rejection, or objection or requirement, together with such
information and references as may be useful in judging of the propriety of
continuing the prosecution of his application; and if after receiving such notice,
the applicant persists in his claim for & patent, with or without amendment, the
application chall be reexamined. No amendment shall introduce new matterinto
the disclosure of the invention.

In amended cases, subject matter not disclosed in the original
application is sometimes added and a claim directed thereto.
Such a claim is rejected on the greund that it recites elements
without support in the original disclosure under 35 U.S.C. 112,
first paragraph, In re Rasmuss:n, 650 F2d 1212 (CCPA,1981).
New matter includes not only the addition of wholly unsupported
subject matter, but also, adding specific percentages or com-
pounds after a broader criginal disclosure, or even the omission
of a step from a method. See >MPEP< §§ 608.04 to 608.04(c).

In the examination of an application following amendment
thercof, the examiner must be on the alert to detect new matter.
35 U.S.C. 132 should be employed as a basis for objection to
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P 706 03(3);
amendrm:m., to the. abstmct, specxﬁcauon, or drawmgs attempt- :

ingto acd new dxsclosurc to that ongmally disclosed on filing, '

If new matter isadded to the specxf cation, it should l:° ob_yectedf '

728 O@awn fo New ! Mml@:"i Add'ed tBTSi)eciﬁcaiidn R

The ammendment filed [1] is objected to under 35 U.S.C. 132 because it
introdoces mew matter into the gpecification.; 35: U.S.C.. 132 states that no
amendment shall introduce new matter into the disclosure of the invention. The
added material which is not supported by the ongmal disclosure is as follows: [2]

Applican is required 1o cancel the new matter in lhc response to this Office
action.

Examiner Note: :
1. In beackez 2, fill in' the page and line numbers involved and provide an

appropriste sphmuon of your position if appropriate.
2. If new matter is alsc added to the claims, an objection to the specification
should be made under 35 U.S.C. 112, first paragraph, using form paragraph 7.30,

example d; 25 well as a rejection using form paragraph 7.31.

706.03(p) No Utility

A rejection on the ground of lack of utility includes the more
specific grounds of inoperativeness, involving perpetual motion,
frivolous, fraudulent, against public policy. The statutory basis
for this rejection is 35 U.S.C. 101. See >MPEFP< §608.01(p).

7066.03{(q) Obvious Method

In view of a decision of the U.S. Court of Customs and Patent
Appeals, process claims should no longer be rejected on a theory
that once the article or composition produced thereby is con-
ceived, anyone skilled in the art would at once be aware of a
method of making it, /n re Kuehl, 177 USPQ 250 (CCPA 1973).

A process may be unpatentable, however, even if the product
produced therefrom is patentable, In re Kanter, 158 USPQ 331
(CCPA 1968). Th<. mere substitution of a new starting material
in an otherwise conventional process may well be obvious in the
absence of some unobvious result in the process itself, In re
Kanter, 158 USPQ 331 (CCPA 1968), In re Neugebauer e: al.,
141 USPQ 205 (CCPA 1964); Corning Glass Works et al. v.
Brenner, 175 USPQ 516 (D.C. Cir. 1972).

However, the use of a specific mineral oil in a process was held
to be material in /n re Schneider et al., 179 USPQ 46 (CCPA
1973).

706.03(r) Mere Function of Machine [R-6]

In view of the decision of the Court of Customs and Patent
Appeals in In re Tarczy-Hornoch * at 158 USPQ 141 (CCPA
1968), process or method claims are not subject to rejection by
Patentand Trademark Office examincrs solely on the ground that
they define the inherent function of a disclosed machine or

apparatus.

706.03(s)

Another category of rejections not based on the prior art {inds
abasis in some prioractof applicant, asa result of which the claim
is denied him.

Statutory Bar
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ABANDONMENT OF INVENTIGN

- Under 35 US.C. 10200), ,
distinguished from abandonmentof an apphcanon) resultsinloss
of righttoapatent. Note Inre szbs etal., 168 USPQ578 (CCPA
, 1971)

' OWNPRIOR FOREIG_N PATENT
35 US.C. 102. Conditions for patentability; novelty and loss of right 1o patent.

A person shall be entitled to a patent unless —
LE 2 B R

{d) the invention was first patented or caused to be patented, or was the subject
of an inventor's centificate, by the applicant orhis legal representatives orassigns
in a foreign country prior o the date of the application for patent in this country
on an application for patent or inventor’s certifizzte filed more than twelve

months before the filing of the application in the United States, or
* & k%W

The statute above quoted establishes four conditions which, if
all are present, establish a bar against the granting of a patent in
this country:

(1) The foreign application must be filed more than >12
months<* before the filing in the United States.

(2) It must be filed by the applicant, his or her legal represen-
tatives or assigns.

(3) The foreign patent or inventor’s certificate must be actually
granted (e.g., by sealing of the papers in Great Britain) before the
filing ir: ihe United States or, since foreign procedures differ, the
act from which it can be said that the invention was patented, has
occured. Itneed not be published. Exparie Gruschwitzetal., 138
USPQ 505 discusses the meaning of “patented” as applied to
German procedures.

(4) The same invention must be involved.

If suchaforeign patent orinventor’scertificate is discovered by
the examiner, the rejection ismade under 35U.S.C. 102(d) on the
ground of statutory bar.

SUBMISSION TO LIBRARY UNNECESSARY

Applications should not be submitted as aroutine matter to the
library toascertain if the foreign application has become a patent.
Since the foreign patent to be a bar under 35 U.S.C. 102(d) must
have been granted before the filing date in this county, the
probability of the foreign patent having issued after the date of
execution of the original oath and before the U.S. filing date is so
slight as to make such a search ordinarily unproductive.

FOREIGN FILING WITHOUT LICENSE

35U8.C. 182. Abandonment of invention for unauthorized disclosure.

The invention disclosed in an spplication for patent subject to an order made
pursuant to section 181 of this tille may be held abandoned upon its being
established by the Commissioner that in violation of said order the invention has
been published or disclosed or that an application for & patent therefor has been
filed in a foreign country by the inventor, hie successoss, assigns, or legal
repsesentaiives, of anyone in privity with him or them, without the consent of the
Commissioner. The abandonment shall be held to have occurred as of the tisne of
violation. The consent of the Commissioner shall not be given without the
concurrence of the heads of the departments and the chief officers of the agencies
who caused the order to be issued. A holding of abandonment chall constitute
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g “ifétfemnebyme nppllcant fifs suocessors ass:ghs orlegal mwnmxves or

: myme in privity with him or them. c:xf allclau-ns agnmu the: Unned Suu:sbued
: }'mmchmvenuon - . o

Except when autherized by a the Commus:oncrapu:on
shall not file or cause or authorize to be filed i in any foreign country prior to six
months after filing in the United Sistes an apphcauon for pa:em or for the
registration of a un.lny modc., mdustml design, or model isv n:spect ‘of an
invention made in this country. A license should not be gratited with mspect i
an invention subject t6 an order issued by the Commissioner pursuarit to section
181 of this title withou! tie concurrence of the head of the departmiits and the
chief officers of the agencies who caused the orderto be issued. The license may
be grinted retroacuvely ‘where an apphcauon has been mndvencntly filed abroad
and the appiication does not disclose an invegiion wiihin the scope of seciion 181
of this title. : » . S
Theterm “application” when used in this chapter includes applications and any
modifications, amendments, or supplements thereto, or divisions thereof.

35US.C. 185. Patent barred for filing withowt license.

Natwithstanding any other provisions of law any person, and his successors,
assigns, or legal representatives, shall not receive 2 United States patent for an
invention if that person, or his successors, assigns, or legal representatives shall,
without procuring the license prescribed in section 184 of this title, have made,
or conrented Lo or assisted another’s making, application in a foreign countsy for
a petent or for the registration of a utility model, industrial design, or model in
respect of the invention. A United States patent issued to such person, his
soccessors, assigns, or legal representatives shall be invalid.

If, upon examining an application, the examiner leamns of the
existence of a comresponding foreign application which appears
to have been filed before the United States applicaticn had been
on file for six months, and if the invention apparently was made
in this country, he shall refer the application to Licensing and
Review Section of Group 220, calling attention to the foreign
application. Pending investigation of the possible violation, the
application may be returned to the examining group for prosecu-
tion: on the merits. When it is otherwise in condition for allow-
ance, the application will be again submitted to Licensing and
Review Section of Group 220 unless the latter has already
reported that the foreign filing involves no bar to the United
States application.

If it should be necessary to take action under 35 U.S.C. 185,
Licensing and Review Section of Group 220 will request transfer
of the application to it.

OTHER STATUTORY BARS

Claims to an invention in public use or on sale in the United
States more than twelve months before the effective U.S. filing
date are rejected. 35 U.S.C. 102(b). See >MPEP< chapter 2100,

706.03(t) Other Assigned Application [R-6]

As pointed out in >MPEP< § 304, assignment of one of several
overlapping applications of the same inventor may giverise toa
ground of rejection. See also >MPEP< §§ 305 and 706.03(k).

706.03(u) Disclaimer [R-6]

Claims may be rejected on the ground that applicant has
disclaimed the subject matter involved. Such disclaimer may
arise, for example, from the applicant’s failure:

(a) to make claims suggested for interference with another
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?iwpheaum unma'l CFR 51605 (See MPEP § 230502,

4 (b)Y 10:copy a claimi from apatcnt when suggesxd by lhe Iy
;@.exammcr(>MPEP<§>2305 02<*, or

refe) mrespondorappeal ‘within the mne hmltfixed o the
_exammer s rejection of clmms copled Erom a patent (see i

>MPEP§2307.02<). o

- 'The rejection on disclaimer apphes m all claxms mtpatemably
dlstmctfromthedmclaxmedsubjectmanexasweliastoﬂleclalms

- directly involved.
Rejections basedtm dlsclalmer should be madeby usmg one of
Form Paragraphs 7.46-7.49.

746 Rejection, Disclaimer

Claim (1) rejected on the groond that applicant has disclaimed the claimed
subjectmatter by failing tocopy the suggested claim(s) for interference purposes.
This constitutes a concessicn that the subject matter of the claim(s) is the prior
invention of snother in this country®.,

Examiner Note:

5. This paragraph is applicable when the suggested claim(s) is (are) from, or
based on another applicatica.

2. See paragraph 7.47 for 35 U.5.C. 103 type rejeciions.

747 Rejection, 35 US.C. 103 Disclaimer

Clsim [1] rejected vnder 35 U.S.C 103 23 being enpetentable over [2].
Applicant has failed o copy the suggested claim(s) for interference purposes.
This constitutes a concession that the subject matter of the claim(s) is the prior
invention of another in this country, under 35 U.S.C. 102(g) end is thus prior ant
to the applicant under 35 U.S.C. 103. See MPEP § 1101.01(1).

Examiner Note:

(1) inse:t, for example, the following in bracket 2: “the suggested claim(s) in
view of [reference]”

(2) a further explanation is necesary as to fiow the suggested claims(s) is (are)
modified by the reference o arrive at the claimed invention.

3. This paragraph is applicable when the suggested claim(s) is (are) from, or
tased on, another application.

748 Failure To Copy Claims From Patent

Claim {1] rejected under 35 U.S.C. [2] on claim [3] of Patent [4].

Failure to copy claims for interference purposes after notification that interfer-
ing subject matter is claimed constitutes a disclaimer of the subject matter. This
amounts to s concession that, as a matter of law, the patemee is the first inventor
in this country, In re Oguie, 186 USPQ 227 (CCPA 1975).

Examiner Note:

1. This paragraph should be used only after applicant has been notified that
intesference proceedings must be instituied before the claims can be allowed and
applicant has refused to copy the claims.

2. In bracket 2, insert 102(g) or 102(g)/103.

3. Inbracket 4, ingert the patent number, and “in view of’ if another reference
may also be relied upon. When the rejection is under 35 U.S.C. 103, basis for
finding obviousness should be included. For interferences involving cbvious
variants, see Aelony et al. v. Ami et al., 192 USPQ 446 (CCPA 1978).

749 Rejection, Disclaimer, Failure 1o Appeal
Claim [1] rejected on the ground that applicant has disciaimed thr subject
matter involved for failure to respond or appeal from the exzmines’s rejection of

claisns(s) copied from 2 patent within the time limit fixed (see 37 CIR
1.¢51.605(z) and MPEP § 2305<).

706.03(v) After Interference or Public Use
Proceeding [R-6]

For rejections following an interference, see >MPEP §
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AL EXAMH‘?A'HON GF A?PU‘CATIONS

706.93(W) e

2363 03< e, . : AL
The outcome of pubhc nse: pmceedmgs may also bc the baSiS o

of a rejection. (See 37 CFR:1:292) (Note: In're Kaslow, 217 i

USPQ 1089, CAFC 1983). » o

Upon termination of a public usé proceeding including a case
also involved in interference, in order fora prompt resumption of
the interférence proceedings, 2 rotice should be sent to the Board
of Patent >A.ppeals and< Interferences notifying mem of the
dlspomnon of the public use proceedmg

706.03(w) Res Judlcata [R~-6]

Res Judicata may constitute a proper ground for rejection.
However, as noted below, the Court of Customs and Patent
Appeals has materially restricted the use of res judicata rejec-
tions. It should be applied only when the earlier decision was a
decision of the Board of Appeals or any one of the reviewing
courts and when there is no opportunity for further court review
of the earlier decision.

The timely filing of a second application copending with an
earlier application does not preciude the nse of res judicata as a
greund of rejection for the seconid application claims. :

When making a rejection on res judicata , action should
ordinanly be made also on the basis of prior art, especially in
continuing applications. In most situations the same prior art
which was relied upon in the earlier decision would again be
applicable.

In the following cases arejection of aclaim on the ground of res
judicata was sustained where it >was< based on a prior adjudica-
tion, against the inventor on the same claim, a patentably non-
distinct claim, or a claim involving the same issue.

Edgerton v. Kingland, 75 USPQ 307 (D.C. Cir., 1947).

In re Szwarc, 138 USPQ 208, 50 CCPA 1571 (1963).

In re Karz, 167 USPQ 487, 58 CCPA 713 (1970), (prior
decision by District Court).

In the following cases for various reasons, res judicata rejec-
tions were reversed.

In re Fried, 136 USPQ 429, 50 CCPA 954 (1963) (differences
in claims).

In re Szwarc, 138 USPQ 208, 50 CCPA 1571 (1963) (differ-
ences in claim).

Inre Hellbaum, 152 USPQ 571, 54 CCPA 1051 (1967) (differ-
ences in claims).

Inre Herr, 153 USPQ 548,54 CCPA 1315 (1967) (same claims,
new evidence, prior decision by CCPA),

In re Kaghan, 156 USPG 130, 55 CCPA 844 (1967) (prior
decision by Board of Appeals, final rejection on prior art with-
drawn by examiner “to simplify the issue”, differences in claims;
holding of waiver based on language in MPEP at the time).

Inzz Craig, 162 USPQ 157, 56 CCPA 1438 (1969) (Board of
Appeals hzid second set of claims patentable over prior art).

Inre Fisher, 166 USPQ 18, 57 CCPA 1099 (1970) (difference
in claims).

In re Russell, 169 USPQ 426, 58 CCPA 1081 (1971) (new
evidence, rejection on prior art reversed by cours),

Inre Ackermann, 170 USPQ 340, 58 CCPA 1405 (1971) (prior
decision by Board of Appeals, new evidence, rejection on prior
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. "art réversed by court)

| 7@706 93():)

* i Plastic Contact Lens Cox v‘ Gottschalk, 179, USPQ 252 2 ©. c
E‘er 1973) (follows In re Kaghan) e

| 1‘706 03(x) Relssue [R 6]

_: The exammauon of relssue apphcanons is covered in >MPEP<
,Chapter 1400,

35US.C. 251 forblds the grantmg of arexssue enla.rgmg the
scope of the claims of the original patent” unless the reissue is
applied for within two years from the grant of the original paterit.
This is an absclute bar and cannot be excused. This prohibition
hasbeen interpreted to apply tc any claim which is broader in any
respect than the claims of the original patent. Such claims may be
rejected as being barred by 35 U.S.C. 251. However, when the
reissue is applied for within two vears, the cxaminer docs not g6
into the question of undue delay.

The same section permits the filing of a reissue application by
the assignee of the entire interest only in cases where it does not
“enlarge the scope of the claims of the original patent”. Such
claims which do enlarge the scope may also be rejected as barred
by the statute. >In In re Bennest, 226 USPQ 413 (Fed. Cir, 1985),
however, the court permitted the erroneous filing by the assignee
in such a case 1o be corrected.<

A defective reissue oath affords a ground for rejecting all the
claims in the reissue application. Sce >MPEP< § 1444.

Note that a reissue application is “special” and remains soeven
if applicant does not make 2 prompt response.

706.03(y) Improper Markush Group

Ex parte Markush, 1925 C.D, 126; 340 O0.G. 839, sanctions, in
chemical cases, claiming a genus expressed as a group consisting
of certain specified materials. This type of claim is employed
when there is no commonly accepled generic expression which
is commensurate in scope with the ficld which the applicant
desires to cover. inventions in metallurgy, refractories, ceramics,
pharmacy, pharmacology and biology are most frequently
claimed under the Markush formula but purely mechanical
features or process steps may also be ciaimed by using the
Markush style of claiming, see Ex parte Head, 214 USPQ 551
(Bd. Appl’s 1981); In re Gaubert, 187 USPQ 664 (CCPA 1975)
and In re Harnisch, 206 USPQ 300 (CCPA 1980). It is improper
to tse the term “comprising” instead of “consisting of”. Exparte
Dotter, 12 USPQ 382, Regarding the normally prohibited inclu-
sion of Markush claims of varying scope in the same case, sce Ex
parte Burke, 1934 C.D. §5; 441 O.G, 509.

The use of Markush claims of diminishing scope should not, in
itself, be considered a sufficient basis for objection to or rejection
of claims, However, if such a practice renders the claims indefi-
nite or if it results in undue multiplicity, an appropriate rejection
should be made. This practice with respect to Markush claims of
diminishing scope is being continued.

The matcrials set forth in the Markush gro' p ordinarily must
belong to a recognized physic.:! or chemical class or 10 an art-
recognized class. However, wii. i the Markush group occursin a
claim reciting a process cr a combination {riot a single com-
pound), it is suificient if the members of the group are disclosed
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i i1} the specnf‘ cauon w posscss at least one propeny in oommon ;’
wim:h ds mainiy - responsrble for their function in the: claimed
relauonsh:p,a'idl is clear from thenrvery nataréorfrom mepnor' :

“artthatall of them possess this property. While in the past the test
“for Markush-type claims was applied:as liberally ‘as possible,
present pracuee which holds thatclaims reciting Markush groups
-are not:-generic claims (>MPEP< § 803) may subject the groups
“to'a more stringent test for propriety: of the recited members.
Where a Markush expression is applied only.to:a portionof a
chemical compound, the prepriety of the grouping is determined
by a consideration of the compound as a whole, and does not
depend on there being a community of propemes in the members
of the Markush expression.

When materials recited in a claim are so related as to constitute
a proper Markush group, they may be recited in the conventional
manfer, or alternatively. Forexample, if “wherein R is a material
selected from the group consisting of A, B, C and D” is a proper
limitation, then “wherein R is A, B, C or D" shall also be
considered proper.

SUBGENUS CLAIM

A situation may occur in which a patentee has presented a
number of examples which, in the examiner's opinion, are

sufficiently representative to support a generic claim and yet a-

coust may subsequently hold the claim invalid on the ground of
undue breadth. Where this happens the patentee is often limited
1o species claims which may not provide him with suitable
protection.

The allowance of a Markush-type claim under a true genus
claim would appear to be beneficial to the applicant without
imposing any unduc burden on the Patent and Trademark Office
or in any way detracting from the rights of the public. Such a
subgenus claim would enable the applicant to claim all the
disclosed operative embodiments and afford *>applicant< an
intermediate level of protection in the eventthe true genus claims
should be subsequently held invalid.

The examiners are therefore instructed not to reject a Markush-
type claim merely because of the presence of a true genus claim
embracive thercof.

See also >MPEP< §§ 608.01(p) and 715.03.

See >MPEP< §803 for restriction practice re Markush-type
claims.

706.03(z)

In applications dirccted to inventions in arts where results are
predictable, broad claims may properly be supporied by the
disclosure of asingle specics. In re Vickers et al., 1944 C.D. 324;
61 USPQ 122: In re Cook and Merigold, 169 USPQ 298.

However, in applications directed to inventions in arts where
the results are unpredictable, the disclosure of a single species
usually does not provide an adequate basis to support generic
claims. Inre Sol, 1938 C.D. 723; 497 O.G. 546. This is because
in arts such as chemistry it is not obvious from the disclosnre of
one species, what other spccics will work. fn re Dreshfield, 1940
C.D. 351; 518 O.G. 255 gives this general rule: “It is well setiled

Undue Breadth
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: whxch dlffer radically in thexr propemes 1t must appear in; an

T applicant’s specxﬁcatm exthet by the enumeration of a sufﬁc:em

numberof the:members: of a group or by: other: appropnate
language; that the chemicals or chemical combinations included:
in the claims are capable of accomplishing the desired result.”.
The article “Broader than the Disclosure in Chemica! Cases”, 3 1
JP.0O.S. 5, by Samue! &. Levin covers this subject in detail. -

A single means claim, i.e. where a' means recitation does not
appear in combinaticn with another recited element or means, is
subject to an undue breadth rejection under 35 U.S.C. 112, first
paragraph. In re Hyatt, 218 USPQ 195, (CAFC 1983).

706.04 Rejection of Previousiy Allowed
Claims [R-6]

A claim noted as allowable shall thereafter be rejected only
after the proposed rejection has been submitted to the primary
examiner for consideration of all the facts and approval of the
proposcd action.

Great care should be exercised in authorizing such a rejection.
See Ex parte Grier, 1923 C.D. 27; 309 O.G. 223; Ex parte Hay,
1909 C.D. 18; 139 0.G. 197.

PREVIOUS ACTION BY DIFFEREMT EXAMINER

Full faith and credit should be given to the ;earch and actinn of
a previous examiner unless there is a clear error in the previous
action or knowledge of other prior art. In general, an examiner
should not take an entirely new approach or attempt to reorient
the point of view of a previous examiner, or make a new search
in the mere hope of finding something,

Because it is unusual to reject a previously allowed claim, the
examiner should pointcut in his >or her< letter that the claim now
being rejected was previously allowed by ucing Form Paragraph
7.50.

7.50 Claims Allowed, Now Rejected, New Art

The indicated sllowability of clzim [1] is withdrawn in view of the newly
discovered prior ast to [2). The delay in citation of this art is regretted. Rejections
besed on the newly discovered prior ast follow.

Examiner Note:
1, In bracket 2, insest the name(s) of the newly discovered priorart,

706.05 Rejection After Allowance of
Application [R-6]

See >MPEP< § 1308.01 forarcjection based sn areference. **

706.06 Rejection of Claims Copied Froin

Patent [R-6]
See >MPEP § 2307.02.<
706.67 Final Rejection

37 CFR 1.113. Final rejection or action.
() On the second or any subsequent examination or consideration the rejection

or other action may be made final, whercupon applicant’s or patent owner's

700 -

8T Response to'a finial rejccuon o action mustinclide! caneeliabm ‘of;or
“appeal from the rejection of; each rejected claim. If any claim stands allowed; the :
respanse 1o 4 final. rejection, o5 action must comply with. any requirement or
objection as 1o form, ’
(byInmaking such final re_]ccnon lhc examiner shall repeal of state all grourids
of rejesticn then considered applicableio the claims in the case cleaﬂy stalmg l.he
reasons therefor. ‘

‘Before final rejection is in order a clear issue should be
developed between the examiner and applicant. To bring the
prosecution 0 as speedy conclusion as possibie and at the same |
time o deal justly by both the applicant and the public, the
invention as disclosed and claimed should be thoroughly
searched in the first action and the references fully applied; and
inresponse to this action the applicant should amend with a view
to avoiding all the grounds of rejection and objection. Switching
from one subject matter to another in the claims presented by
applicant in successive amendments, or from one set of refer-
ences to another by the examiner in rejecting in successive
actions claims of substantially the same subject matter, will alike
tend to defeat attaining the goal of reaching a clearly defined issue
for an early termination; i.e., either an allowance of the case ora
final rejection.

While the rules no longer give to an applicant the right to
“amend as often as the examiner presents new references or
reasons for rejection”, present practice does not sanction hasty
and ill-considered fina! rejections. The applicant who is seeking
to define his or her invention in claims that will give him or her
the patent protection to which he or she is justly entitled should
receive the cooperation of the examiner to that end, and not be
prematurely cut off in the prosccution of his or her case. But the
applicant who dallies in the prosecution of his or her case,
resorting to technical or other obvious subterfuges in order to
keep the application pending before the primary ¢xaminer, canno
fonger find a refuge in the rules to ward off a final rejection.

The examiner should never lose sight of the fact that in every
case the applicant is entitled to a full and fair hearing, and that a
clear issuc between applicant and examiner should be developed,
if possible, before appeal. However, it is to the interest of the
applicants as a class as well as to that of the public that prosecu-
tion of a case be confined to as few actions as is consistent with
a thorough consideration of its merits.

Neither the statutes not the Rules of Practice confer any righton
an applicant to an cxtended prosecution. Ex parte Hoogendam,
1939 C.D. 3, 499 0.G.3.

STATEMENT OF GROUNDS

In making the {inal rejection, all outstanding grounds of rejec-
tion of record should be carefully reviewed, and any such
grounds refied on in the final rejection should be reiterated. They
must also be clearly developed to such an extent that applicant
may readily judge the advisability of an appeal unless a single
previous Office action contains 4 compicte statement supporting
the rejection.

However, where a single previous Office action contains a
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" ofany. arguments raised in the. applicant’s zesponse,
- taken in such a case, the examiner's answer should contain a'
complete statement of the examiner’s position. The final rejec--

'.':706{07(3)

3 tement of a ground rejercum.rﬁw final’ ré_]ec
- 10 such a statement ar d also shonld

tion letter should conclude with Form Paragzaph 7. 39
739 Acuau uFmaI

THES ACTION IS MADE FINAL. Applicant is reminded of the extension of
time nolicy ss et forth in 37 CTR 1.136(2). The prectice of automatically

extending the shortened statutory period an additional month upen the filing of
a tisnedy firss responsetoa final rejection has heen discomtinued by the Office. See

1021 TMOG 35.
A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FI-

NAL ACTIONIS SET TO EXPIRE THREE MONTHS FROM THE DATE OF
THIS ACTION. IN THE EVENT A FiRST RESPONSE IS FILED WITHIN
TWO MONTHS OF THE MAJLING DATE OF THIS FINAL ACTION AND
THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER THE END OF
THE THREE-MONTH SHORTENED STATUTORY PERIOD, THEN THE
SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE DATE THE
ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE PURSU-
ANT TO 37 CFR 1.136(a) WILL BE CALCULATED FROM THE MAILING
DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE STATU-
TORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS
FROM THE DATE OF THIS FINAL ACTION.

Examiner Note:

1. This paragraph should not be used in reissue litigation cases (SSP-1 month)
or in reexamination proceedings (SSP-2 months).

2.37CFR 1.136(a) should not be available in a reissue Htigation casc and isnot
availatie in & reexamination proceeding.

The Office action first page form PTOL-326 should be used in
all Office actions up to and including final rejections.

A final rejection must be signed by a primary examiner.>An
examiner having temporary full signatory authority may also
sign such a firal rejection.<

For amendments filed after final rejection, see SMPEP< §§
714.12 and 714.13.

For final rejection practice in reexamination proceedings see
>MPEP< § 2271.

706.07(a) Final Rejection, When Proper on
Second Action

Due to the change in practice as affecting final rejections, older
decisions on questions of prematureness of final rejection or
admission of subsequent amendments do not necessarily refiect
present practice.

Under present practice, second or any subsequent actionsonthe
merits shall be final, except where the examiner introduces a new
ground of rejection not necessitated by amendment of the appli-
cation by applicant, whether or not the prior art is already of
record. Fusthermore, a second or any subsequent action on the
merits in any application or patent undergoing reexamination
proceedings will not be made final if it includes a rejeciion, or
newly cited art, of any claim not amended by applicant or patent
owner in spite of the fact that other claims may have been
amended to require newly cited art.

A second or any subsequent action on the merits in any
application or patent invelved in reexamination proceedings
should not be made final if it includes a rejection, on prior art not
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»,If appwl.ls

élalm mnded to mclude hmltanons which'/

;shoum reasonable have ‘been expected 10+ be‘claimed. See

*SMPEP §§< 904 et seq: For: example, one would reasonably:

expect that'a tejection under 35 U.S.C. 112 for the reason of:

‘ mplemmsswouldbermdedmbyan amendmentsupply-:

" ing the omitted element. R :

- See >MPEP<'§ 809. 02{3} for actlons Wthh mdlcate genem,'
claims not allowable. '

‘In the consideration of claims in an amender‘ case where no
attempt is made to point ont the patentable novelty, the examiner
should be on guard not.to allow such claims. See >MPEP< §
714.04. The claims may be finally rejecied if, in the opinion of the
examiner, they are clearly open to rejection on grounds of record.

Form paragraph 7.40 should be used where an action is made
final including new grounds of rejection necessitated by

applicant’s amendment,
740 Action is Final, Necessitated by Amendment

Applicant’s amendment necessitzted new grounds of rejection. Accordingly,
THIS ACTION IS MADE FINAL. See MPEP 706.07(a). Applicant is reminded
of the extension of time policy as sez forth in 37 CFR 1.136(a). The prectice of
sutomatically extending the shortened statutory period an additional month upon
the filing of a timely first response to a final rejaction has been discontinued by
the Office. See 1021 TMOG 35.

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS Fl-
NAL ACTIONIS SET TO EXPIRE THREE MONTHS FROM THE DATE OF
THIS ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN
TWO MONTHS OF THE MAILING DATE OF THIS FINAL ACTION AND
THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER THE END OF
THE THREE-MONTH SHORTENED STATUTORY PERIOD, THEN THE
SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE DATE THE
ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE PURSU-
ANT TO 37 CFR 1.136(a) WILL BE CALCULATED FROM THE MAILING
DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE STATU-
TORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS
FROM THE DATE OF THIS FINAL ACTION.

Ezaminer Note:

1. This paragraph should not be used in reissue litigation cases (SSP-1 month)
or in reexamination proceedings (SSP-2 months).

2.37CFR 1.136(a) should not be avzilable in a reissue litigation case and is not
available in a reexamination proceeding.

706.07(b) Final Rejection, When Proper on
First Action

The claims of a new application may be finally rejected in the
first Office action in those situations where (1) the new applica-
tion is a continuing application of, or a substitute for, an earlier
application, and (2) all claims of the new application (a) are
drawn to the same invention claimed in the earlier application,
and (b) would have been properly finally rejecied on the grounds
or art of record in the next Office action if they had been entered
in the easlicr application,

However, it would not be proper to make final a first Office
action in a continuing or substitute application where that appli-
cationi contains material which was presented in the carlier
application after final rejection or closing of prosecution but was
denicd entry for one of the following reasons:

(1) New issucs were raised that required further consideration
and/or search, or

(2) The issuc of new matier was raised.
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Fmthcr,ltwmﬂdnotbeproperto makefinalaﬁrlefﬁceacuon

abject n present in the earlzer apphcauon :
A requesz fm' an interview prior to. first actionona contmumg
or substitute apphcauon should ordmaniy be granted.
A Fn'st Action Final tejecuon should be made by usmg form

paragraph 7 41
741 Action is Fina, nm‘, Action

A% ATE

This ig a [1} of applicant’s easlicr application S.N. 12]. All claims are drawn 10

the same invention claxmed in the earlier application and could have heen ﬁnally
rejected on the grounds or art of record in the next Office action if tiey had been

enteredin meearherapphcatmn Accordingly, THIS ACTIONISMADE FINAL
even though it is a first action in this case. See MPEP 706.07(b). Applicant is
reminded of the extension of time policy as set forth in 37 CFR 1.136(z). The
prectice of automatically exiending the shortened statutory period an additional
month upon the {iling of a timely first response to a final rejection has been
discontinued by the Office. See 1021 TMOG 35

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FI-
NAL ACTIONIS SET TO EXPIRE THREE MONTHS FRCM THE DATE CF
THIS ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN
TWO MONTHS OF THE MAILING DATE OF THIS FINAL ACTION AND
THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER THE END OF
THE THREE-MONTH SHORTENED STATUTORY PERIOD, THEN THE
SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE DATE THE
ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE PURSU-
ANT TO 37 CFR 1.136(3) WILL BE CALCULATED FRCM THE MAILING
DATE OF THE ADVISORY ACTICN. IN NO EVENT WILL THE STATU-
TORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS
FROM THE DATE OF THIS FINAL ACTION.

Examiner Note:

1. Insert Continuation or Substitute, as appropriate, in “bracket 1",

2. If an amendment was refused entry in the parent case on the grounds that it
raised new issues or new matter, this paragraph cannot be used. See MPEP §

706.67(b}.
3. This paragraph should not be used in reissue litigation cases (SSP-1 month)

or in reexzmination proceedings (SSP-2 months).
4.37CFR 1.136(a) should niot be available in a reissue litigation case and is not
available in 2 reexamination proceeding.

706.07(c) Final Rejection, Premature [R-6]

Any question as to prematureness of a final rejection should be
raised, if at all, while the case is still pending before the primary
examiner. This is purely a question of practice, wholly distinct
from the tenability of the rejection. It may therefore not be
advanced as a ground for appeal, or made the basis of complaint
before the Board of >Patent< Appeals >and Interferences<, It is
reviewable by petition under 37 CFR 1.181.

706.07(d) Final Rejection, Withdrawal of,
Premature [R-6]

If, on request by applicant for reconsideration, the primary
examiner finds the final rejection to have been premature, he >or
she< should withdraw the finality of the rejection.

Form Paragraph 7.42 should be used when withdrawing a Final
Rejection.

7.42 Withdrawal of Final Rejection

Applicant’s request for seconsideration of the finality of the rejection of the last
Office action is persuasive and the finality of that action is withdrawn,
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706.07(e).
n-in-part apphcauon where any. cla_m mcludes_,

706. 07(f)

'.,;W:thdrawal of Fmal Re;ec tion,
‘ General [R e

See >MPEP< §§ 714 1'7 and ’714 13, A—nendnems auer ﬁnal
rejecvon S

Once a fmal rejecuon that 1s not premature has been entered m
a case, it should not be wuhdrawn at the apphcant s of patent
owner’s request except ona showmg under 37 CFR L 116(b).
Furlher amendment or a:gument will be considered in certain
instances. An amendment that will place the case either in
condition for allowance or in better form for appea! may be
admitted. Also, amendments complying with objections or re-
quirements as to form are to be permitted after final action in
accordance with 37 CFR 1.116(a).

The zxaminer may withdraw the rejection of finally rejected
claims. If new facts or reasons are presented such as o convince
the examiner that the previously rejected claims are in fact
allowable or patentable in the case of reexamination, then the
final rejection should be withdrawn. Occasionally, the finality of
arejection may be withdrawn in order to apply a new ground of
rejection.

Although it is permissible to withdraw a final rejection for the
purpose of entering a new ground of rejection, this practice is to
be limited to situations where a new reference either fully meets
at least one claim or meets it except for differences which are
shown to be completely obvious. Normally, the previous rejec-
tion should be withdrawn with respect to the claim or claims
involved.

The practice should not be used for application of subsidiary
references, or of cumulative references, or of references which
are merely considered to be better than those of record.

When a final rejection is withdrawn, all amendments filed after
the final rejection are ordinarily entered.

New grounds of rejection made in an Office action reopening
prosecution after the filing of an appeal brief require the approval

of the supervisory primary examiner. See >MPEP< §
1002.02(d).
706.07(f) Time for Response to Final

Rejection

On October 1. 1982, pursuant to Public Law 97-247, the Office
discontinusd the practice of extending for one month the shori-
ened statutory period for response to a final rejection upon the
fiting of a timely first response to a final rejection (37 CFR
1.116). Since October 1, 1982, applicanis are able to obtain
additional time for a first or subsequent response to a final
rejection by petitioning under 37 CFR 1.136(a), and paying the
appropriate fee, provided the additional time does not exceed the
six month statutory period.

Present practice encourages the early filing of any first re-
sponse after a final rejection. To encourage continued filing of
early first responses after a final rejection and to take care of any
situations in which the examiner does nottimely respond to a first
response after final rejection which is filed early during the
period for response, the Office has changed the manner in which
the period for response is set on any final rejection mailed after
February 27, 1983,
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- statumry penod (SSP) for Tesponse

" Form, Paragraphs (7.39; 7.40; 741). advismg apphcant the if the -
response 1s ﬁled within two (2) months of me date of ilh

] f_inal

response penod wﬂl be estabhshed. In no event can the statutory
period fors response expire later than szx (6) -nomhs from the date
of the final rejection.

2.Ifthe paragraph setting a vanabie response penod is madver-
tently notincluded in the final Officé action, the SSP for response
will end three (3) months from the date of the final Office action
and cannot be extended other than by making a petition and
paying a fee pursuant to 37 CFR 1.136(a). However, if an
advisory action {including an examiner’s amendment) is mailed
insuchacase where the response to the final action has been filed
within two (2) months, the examiner should vacate the original
SSP and reset the period for response to correspond with the
Office policy set forth at 1027 OG 71. See paragraph (6) below.

3. This procedure of setting a variable response period in the
final rejection dependent on when applicant files a first response
to a final office action does not apply 1o sirations where an SSP
Iess than three (3) months is set — e.g. reissue litigation cases (1
month SSP) or any reexamination case.

Advisory Actions

4. Where the final Office aclion sets a variable response period
asset forth in paragraph 1 above, AND applicant files acomplete
first response to the final Office action within two (2) months of
the date of the final Office action, the examiner must determine
if the

a. Response puts the application in condition for allow-
ance -— then the application should be processed as an
allowance and no extension fees are due.

b. Response puts the application in condition for allow-
ance except for matters of form which the examiner can
change without authorization from applicant, MPEP
1302.04 — then the application should be amended as
required and processed as an allowance and no extension
fees are due.

¢. Response does not put the application in condition for
allowance — then the advisory action should inform ap-
plicant that the SSP for response expires three (3) months
from the date of the final rejection or as of the mailing date
of the advisory action, whichever is later.

I PTOL-303 form is used: (1) Draw a line through the top two
(2) lines relating to the period for response and (2) use Form
Paragraph 7.67.1 in the advisory action.

If PTOL-303 is not used, then use Form Paragraph 7.67.1 on all
advisory actions where a first complete response has been filed
within two (2) months of the daie of the final Office action.

5. Where the final Office action sets a variable response period
as set forth in paragraph 1 above, and applicant does NOT file a
complete first response to the final Office action within two (2)
months, examiners should use the content of Form Faragraph
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uld ‘contain one of the | 6. Wi

 paragrapn I ' P
‘a complete first responsc to the final Ofﬁce acuon within two (2)
months, and if - an adwsoxy action” (whch may*
‘examiner’s" amendment) ‘is necessary ‘and can

‘include: an
be ‘mailed
within three (3) months of the final Office action; the éxaminer
should vacate the original SSP and reset the response penod to
expire on the mailing date of the advxsory aciion by using form
paragraph 7.67.2. In nocase can the statutory period for response
expire later than six (6) months from the date of the final Office
action. Note that Form Paragraph 7.67.2 can be used with the
advisory action (preferable) or after the advisory action is mailed
to correct the error of not setting a variable response period.

7. When an advisory action properly contains either Form
Paragraph 7.67.1 or 7.67.2, the time for applicant ;o take further
action (including the calculation of extension fees under 37 CFR
1.136(a) begins to run three (3) months from the date of the final
rejection, or from the date of the advisory action, whichever is
later. Extension fees cannot be prorated for portions of o month.
In no event can the statutory period for response expire later than

"six (6) months from the date of the final rejection.

Examiner's Amendments

8. Where a complete first response to a final Office action has
been filed within two (2) months of the final Office action, an
examiner’s amendment to put the application in condition for
allowance may be made without the payment of extension fees if
the examiner’s amendimenit is a part of the first advisory action,
because the examiner’s amendment will either set (7.67.1) or
reset (7.67.2) the period for response to expire on the date the
examiner’s amendmeni is mailed if it is mailed more than three
(3) months from the date of the final Office action.

9. Where a complete first response to a final Office action has
not been filed within two (2) months ¢f the final Office action,
applicant’s authorization to make an amendment to place the
application in condition for allowance must be made either
within the three (3) month shortened statutory period or within an
extended period forresponse that has been petitioned and paid for
by applicant pursuant to 37 CFR 1.136(a).

10. An extension of time under 37 CFR 1.136(a) requires a
petition for an extension and the appropriate fee provided for in
37CFR 1.17. Where an extension of time is necessary to place an
application in condition for allowance (e.g. when an examiner’s
amendment is necessary after the shortened statutory period for
response has expired), applicant may file the required petition
and fee or give authorization to the examiner to make the petition
of record and charge a specified fee to a deposit account. When
authorization to make a petition for an cxtension of time of record
isgiventothe examiner, the authorization must be made of record
in the application file by the examiner by way of an Interview
Record form dated before the extended period cxpires. The
authorization should also be made of record in an examiner’s
amendment by indicating the name of the person making the
authorization, the deposit account number to be charged, the
length of the extension requested and the amount of the fee to be
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| charged to the deposxt account. SAMPLE An extensnon of txmc

- under 37 CFR 1. 136(a) is required to place this applxcauon m__

conditica for allowance. During a telephone conversation con-

ducted on (date), John Doe (attomey. for-applicant) requested an ..

extension of time for — — months and authorized the Commis- .
sioner to charge Deposit Account No e the requlred, fee of
§— — for this extensnon : S ’
Practice A_,f_'ter Final

1. Responses after final should be processed and considered
womptly ‘by aii Office personnel.

1Z. Responses after final should not be considered by the
examiner unless they are filed within the SSPor are accompanied
by a petition for an extension of time and the appropriate fee (37
CFR 1.17 and 1.136(a)). This requirement also applies to supple-
mental responses filed after the first response.

13. Interviews may be conducted after final within the six (6)
month Statutory period for response without the payment of an
extension fee.

14, Formal matters which are identified for the first time after
a response is made to a final Office action and which require
action by applicant to correct may be required in an Ex parte
Quayle action if the application is otherwise in condition for
allowance. No extension fees would be required since the re-
sponse puts the application in condition for allowance except for
the correction of formal matters — the correction of which had
not yet been required by the examiner.

15. If prosecution is to be reopencd after a final Office action
has been responded to, the finality of the previous Office action
should be withdrawn to avoid the issue of abandonment and the
payment of extension fees. For example, if a new reference
comes to the attention of the examiner which renders unpatent-
able a claim indicated to be allowable, the Office action should
begin with a statement (o the effect: The finality of the Office
action mailed is hereby withdrawn in view of the new ground of
rejection set forth below, Form Paragraph 7.42 could be used in
addition to this statement.

7.67.1 Advisory After Final, Heading, Ist Response Filed Within 2 Months

The shortened statutory period for response expires three months from the date
of the final rejection or as of the mailing date of this Advisory Action, whichever
is lates, In no event however, will the statutory pesiod fur response expire Jater
than six months from the date of the final rejection. Any extension of time must
e obtained by filing & petition under 37 CFR 1.136(2) accompanied by the
pmpsscd response and the appmpmtc fee, ‘The date on which the response, the
petition, and the fee have been filed is the date of the response and also the Jste
for the purpoges of determining the period of extension and the cormesponidiag
smount of the fee,

Any extengion fee pursuant to 37 CFR 1.17 will be calculated from the date that
the shortened statutory period for response expires as set forth sbove.

Examiner Note:

‘This paragraph should be used in all advisory actions if:

1. it was the first sesponse to the final rejection, and

2. it was filed within 2 months

If & notice of appeal has been filed, also use paragraph 7.68,

7.67 2 Advisory After Final, Heading, No Variable SSP Set in Final
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Same the first response v the Final Office action has been filed vmhm wo {2).

“mogshs of the mailing date of that action and the sdvisory action was notmailed

withinthres (3ymonths of that dte, lhcthrce(3)momh shoriened stanucey penod
“fos response set in the Final Office action is hereby vacated and reset to expire as
‘of the mailing date.of the advisory action. See Notice entitled “Procedure for
Handlirig Amendments Under 37 CFR 1.1 16,” publishéd in the Official Gazette

“@1027 OG T, February 8, 1983. In no event, however; will the statutory period

for ‘response expire later than six (6) months from the'date of the Final Office

" "action. Any extension fee required pursuant 1o 37 CFR 1.17 will be calculated
o fmm the mailing date of the advnsory action. v

Examiner Note

1. This mmgmph should be used in all advisory actions where:

2. the response is a first response to the final action;

b. the response was filed withintwomonths of the mailing date of the final; and

c. the final action failed to mform “applicant of a variable SSP beyond the
normal three month period, as is set forth in form paragraph 7.39-7.41.

2. M he final action set avariable SSP, donot use this paragraph. Use paragraph
7.67.1.

3. If 2 notice of appeal has been filed, also use paragraph 7.68.

Under the changed procedure, if an applicant initially responds
within two months from the date of mailing of any final rejection
setting a three-month shortened statutory period for response and
ihe Office does not mail an advisory action until after the end of
the three-month shortened statutory period, the period for re-
sponse for purposes of deterraining the amount of any extension
fee will be the date on which the Office mails the advisory action
advising applicant of the staius of the application, but in no event
can the period extend beyond six months from the date of the final
rejection. This procedure will apply only to a first response to a
final rejection and has been implemented by including the
following language in each final rejection mailed after February

27,1983:

“4 SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS
FINALACTIONIS SET TO EXPIRE THREE MONTITIS FROM THE DATE
OF THIS ACTION. IN THE EVENT A FIRST RESPONSE IS FILED
WITHIN TWO MONTHS OF THE MAILING DATE OF THIS FINAL
ACTION AND THE ADVISORY ACTION IS NOT MAILED UNTIL
AFTER THE END OF THE THREE-MONTH SHORTENED STATUTORY
PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EX-
PIRE ON THE DATE THE ADVISCAY ACTION IS MAILED, AND ANY
EXTENSION FEE PURSUANT TO 37 CFR 1.136(a) WILL BE CALCU-
LATED FROM THE MAILING DATE OF THE ADVISORY ACTION. IN
NO EVENT WILL THE STATUTORY PERIOD FOR RESPONSE EXPIRE
LATER THAN SIX MONTHS FROM THE DATE OF THIS FINAL AC-
TION.”

For example, if applicant initially responds within two months
from the date of mailing of 2 final rejection and the ¢xaminer
mails an advisory action before the end of three months from the
date of mailing of the final rejection, the shortened statutory
period will expire at the end of three months from the datc of
mailing of the final rejection. In such z case, any extension fee
would then be calculated from the end of the three-month period.
If the examiner, however, does not mail an advisory action until
after the end of three months, the shortened statutory period will
expire on the date the examiner mails the advisory action and any
extension fee may be calculated from that date.

707 Examiner’s Letter or Action [R-6]

37 CFR 1.104. Nature of examination, examiner's action
(z) On taking up an application for examination or a patent in a reexamination
proceeding, the cxaminer shall make a thorough study thereof and shall make a
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EXAMIN ATIGN OF APPLICATIONS

thosough mveﬁlgmm.oilheavnhblc,pnormrehm mme mbject mwaef

' statites #nd rulés and to'the patentability
with respect 10 matters of form, unless otherwise indicated.
(b)TTnelpplmm,ormlhccaseohmewnmmnpmceedmg,bo-Mhe
patent owner and the requester, will be notified of the examiner’s action. 'Ihe
FEASCNY for ARY adv\-rxe action or any ob;ecum onequuemmt will be mted ‘
and such information or references will be’ given &s may be useful in siding

the applicant or in the case of & reexamination proceeding the patent owner. 0

judge the proprizty: of continuing the prosecution. ..

{c) An intemational-type search will be made in allnwonal apphcauons ﬁled
on and after June 1, 1978.

(d) Any national spplication may also have an international-type search report
prepared thereon &t the time of the national exsmination on the merits, upon
specific writien request therefor and payment of the inlemational-type search
repon fee. See § 1.21 (e) for amount of fee for preparation of international-type
search report.

>{e) Co-pending applications will be considercd by the examiner o be owned
by, or subject to an obligation of assignment to, the same person if (1} the
applicationfiles refertoassignments recorded inthe Patent and Trademark Office
in accordance with § 1.331 which convey the entire rights in the applications to
the same person or organization: or (2) copies of unrecorded assignments which
convey the entire rights in the applications to the same person or organization are
filed in each of the epplications; or (3) an affidavit or declaration by the cemmon
owneris filed which gtates thet there is common ownership and states facts which
explain why the affiznt or declarant believes there is common ownership; or (£)
other evidence is submitted which establishes common ownership of the sppli-
cations. In circumetances where the common owner is a corporation or other
organization an affidsvis or declaration may be signed by en official of the cor-
poration of osganization empowered 10 act on behalf of the corporation ¢z

organization.<
NOTE. — The Patent and Trademark Office does not require that a formal
of #n international-type search be prepared in order to obtain a search fee
refund in a later filed intemationsl spplication.

For Office actions in reexamination proceedings see
>MPEP<§ 2260.

Under the current first action procedure, the examiner signifies
on the action form PTOL-326 certain information including the
period set for response, any attachments, and a “summary of
action,” the position taken on all claims.

Current procedure also allows the examiner, in the exercise of
his professional judgment to indicate that a discussion with
applicant’s or patent owner’s representative may resuit in agree-
ments whereby the application or patent under reexamination
may be placed in condition for allowance and that the examiner
will telephone the representative within about two weeks. Under
this practice the applicant’s or patent owner’s representative can
be adequately prepared to conduct such a discussion. Any result-
ing amendment may be made either by the applicant’s or patent
owner’s altorney or agent or by the examiner in an examiner’s
amendment. It should be recognized that when extensive amend-
ments are necessary it would be preferable if they were filed by
the attorney or agent of record, thereby reducing the professional
and clerical workload in the Office and also providing the file
wrapper with a better record, including applicant’s arguments for
allowability as required by 37 CFR 1,111,

The list o{ references cited appears on a separate form, Notice
of References Cited, PTO-892 (copy in >MPEP<§ 707.05)
attached to applicant’s copies of the action. Where applicable,
Notice of Informal Patent Drawings, PT0O-948 and Notice of
Informal Patent Application, PTO-152 are attached to the first
action,

The attachments have the same paper number and are 10 be
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Office. o

. 70_7;01

cmsxderedaspanofﬂwot‘ﬁceacmn Pt Al
‘Replies to:Office actions should. mclude the 3-d|g1t art umtfz
nmnberandtheexammer sname toexpednte handhfxgwxmmthe» a

In accordance wnth the Paient Law, “Whenever Oft €xamina-. ,
tion, any claim forapatent isrejected or any objection ... made”, . -

- notification of the reasons for rejection and/or objection together

with such information and references as may be useful in judging -

the nmnrlpht of continning ths arngacntion 135 neo, 132)

A wa u-uu-e BaCs  prAR

Qhould be given.

When considered necessary for adequate mformanon the
particular figure(s) of the drawing(s), andfor page(s) or
paragraph(s) of the reference(s), and/or any relevant comments
briefly stated should be included. For rejections under *>35
U.S.C.< 103, the way in which a reference is modified or plural
references are combined should be set out.

In exceprional cases, as to satisfy the more stringent require-
ments under 37 CFR 1.106(b), and in pro se cases where the
inventor is unfamiliar with the patent law and practice, a more
complete explanation may be needed.

Objections to the disclosure, explanation of references cited
but not applied, indication of allowable subject matter, require-
ments (including requirements for restriction if space is avail-
able) and any other pertinent comments may be included. Sum-
mary sheet PTOL-326, which servesasthefirst page of the Office
action, is to be used with all {irst actions and will identify any
allowed claims.

7.100 Name and num®zr of Examiner 1o be contacied.

An inquiry conceming this communication should be directed o {1] a1
telephone number 703-557-{2].

Examincr Note:

1. This paragraph should be used at the conclusion of all actions.

2.1In bracket 1, insert the name of the examiner designated to be contacied first
regarding inquiries about the Office action. This could be either the non-signstory
examiner preparing the action or the signatory examiner.

7101 Telephone Inguiry Contacts

Any inquiry conceming this communication or earlier communications from
the examiner should be directed to [1] whose telephone number is (703) 557-{2].
Any inquiry of a general nature or relating to the status of this application should
ke directed 1o the Group receptionist whose telephone number is (703) §57-[3].

Examiner Note:
in bracket {1) insert the name of the examiner handling the case. In bracket [2)

insest the individual phone number of the examiner. In bracket [3] insert the
Group receptionist telephone number.

7.102 Swstute cited in Prior Action
The text of those sections of Title 35, U.S. Code not included in this action can
be found in a prior Office action,

707.61 Primary Examiner Indicates Action

for New Assisiant [R-6

After the scarch has been completed, action is taken in e light
of the references found, Where the assistant examiner has been
in the Office but a short time, it is the duty of the primary
examiner 10 go into the case thoroughly. The usual procedure is
for the assistant examiner toexplain the invention and discuss the
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o referen

'pnmarv iexaminer: may: indicate the-action 1o° be taken, whether fo
 restriction orelectionof species is1o'be required, or whether the::

claims are to be considerzd on their merits, If action on the mierits -

707 02(a\
‘which he >or. she< f‘vregards as most pertinent; The :

istobe given, **>the examiner<may indicate how the references

are to be applied in cases where the claim is to be rejected, or
authorize allowanceifitisnotinetin thereterences and no further
Coew o 8 1302.12.

field of search ns known.

707.02(a) Cases Up for Thn d Actlon and
Five-Year Cases ,

The supervisory primary examiners should impress their assis-
tants with the fact that the shortest path to the final disposition of
an application is by finding the bes; references on the first search
and carefully applying them.

The supervisory primary examiners are expected to personally
check on the pendency of every application which is up for the
third or subsequent official action with a view to finally conciud-
ing its prosecution.

Any case that has been pending five years should be carefully
studied by the supervisory primary examiner and every effort
made 1o terminate its j:0secution. In order to accomplish this
result, the case is to be considered “special” by the examiner.

707.04 Initial Sentence

The “First Page of Action™ form PTOL-326 contains an
initial sentence which indicates the status of that action, as, “This
application has been cxamined” if it is the first action in the case,
or, “Responsive to communication filed — —- .” Other papers
received, such as supplemental amendments, affidavits, new
drawing, etc., should be separately mentioned.

A preliminary amendment in 2 new case should be acknowi-
edged by adding a sentence such as “The amendments filed (date)
has been received.”

707.05 Citation of References

During the examination of an application or reexamination of
a patent the examiner should cite appropriate prior art which is
nearest 1o the subject matter defined in the claims. When such
prior art is cited, its pertinence should be explained.

Form Paragraph 7.96 may be used as an introductory sentence.

7.96 Citation of Pertinent Prior Art

The prior an made of record and not relied upon is considered pertinent of
applicant’s disclosure.

« Examiner Note:
When such prior art is cited, its pertinence should be explained in accordance

with MPEP 707.05.

Allowed applications should generally contain a citation of
pertinent prior art for printing in the patent, even if no claim
presented during the prosccution was considered unpatentable
over such prior art. Only in those instances where a proper scarch
has not revealed any prior art relevant to the claimed invention is
itappropriate to send a case to issue with no art cited. In the case
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MAN UAL OF! PATEN'I‘ EXAM!NING PROCEDURE

a contmumg apphcauon havmg no. zuews} cited: references is
ready for allowance, the-cited references of the parent applica-
tions should be listed on a form PTO-892. The form should then
be placed in me ﬁie cf the contmumg appixcancn See #>NMPEP

inail cormnumg appucamns the parent apphcauons should be
reviewed for pertinent prior art.

>Applicants and/for applicant’s attorney in PCT related na-
tional applications are expected to cite the matesial citations from
the PCT International Search Report preferably by an informa-
tion disclosure statement under 37 CFR 1.97 - 1.99 in order to
ensure that applicant’s duty of disclosure under 37 CFR 1.56 is
satisfied.

The examiner should review the cited documents in the Inter-
national Search Report and the information disclosure statement
and should cii¢ those documents which are material to the subject
matter claimed in the national stage application. In those in-
stances where no inforrnation disclosure statement has been filed
by the applican: and where documents are cited in the Interna-
tiunal Search Report but neither a copy of the documents nor an
English translation (or English family member) is provided, the
cxaminer may exercise discretion in deciding whether to take
necessary steps to obtain the copy and/or translation.

Copies of documents cited will** be provided as set forth in
MPEP § 707.05(a). That is, copies of documents cited by the
examiner will be provided to applicant gxcept where the docu-
ments

A. are cited by applicant . .
707.05(b) and 708.02,

B. have been referred to in applicant’s disclosure statement,
and

C. where the documents are cited and have been provided ina
parsat application.<

ardance with MPEP §§ 609,

37 CFR 1.107. Citation of references.

(a) If domestic patents are cited by the examiner, their numbers and dates, and
the names of the patentees, and the classes of inventions must be stated. If foreign
published applicalions or patents are cited, their nationality or country, numbers
and dates, and the names of the patentees must be stated, and such other datamust
be fumished as may be necessary 10 enable the applicant, or in the case of a
reexamination proceeding, the patent owner, to identify the published applica-
tions or patents cited. In citing foreign published applications or patents, in case
only a pan of the document is involved, the panicular pages and sheets containing
the pans relied upon must be identified. If printed publications are cited, the
author (if any), title, date, pages or plates, and place of publication, or place where
a copy can be found, shall be given.

(b) When 1 rejection in an application is based on facts within the personal
knowledge of an employee of the Office, the dats shall be as specific as possible,
and the reference must be supported, when called for by the applicant, by the
affidavit of such empioyee, and such affidavit shall be subject 1o contradiction or
cxplanation by the affidavits of the applicant and other persons.

707.05(a) Clngies of Cited References

Copies of cited references (except as noted Lciow) are auto-
matically furnish:-d without charge to applicant together with the
Office action in which they are cited. Copies of the cited refer-
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WOTICE OF REFERENCES CITED Muemral L
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UL, PATENT DOCUMENTS ,
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‘ R{c HEw0i6i4-1930] MARINSKY 24 13165.16¢
k13101318511 19]5-15¢a | WOLEE 24 1999 way
‘ FOREIGHN PATEMT DOCUMENTS
vE- BerTinenT
2 BOCUHENT KO, OaTE COUNTRY HARE CLASS C’I.ASS suwvz Isggc-
i idlefiiti3 iots ; 44 lizyaal
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a HelgiSiziti-1996 | Taren iMarsusnita b«ow\“/m..
OTHER REFERENCES (including Author, Title, Date, Pertinent Pages, Eic.)
€
Rechacd Stone Y-10-%6
° A copy of this reference is not being furnished with this office sction,
(See Manuel of Patent Exeminino Procsdure, section 707.06 ().}
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‘:f,"707.05(b) e
‘ S"ences are also. placed in’ the appllcanon ﬁle fm' use by tb°

- examiner during the prosscutica, . -

" Copiesofreferences * cited * by apphcant in accordance thh

>MPEP< §§ 609, 707.05(b)-and.708.02 are not furnished to.
applicant with ihe Office action. Additionally, topie \frefer- o

1t previ-

ences cited in conunuauon applications if they had

apply 1> all allowance actions, including first action allowances
and ex parte Quayle actions.
pithe rare instance where no art is cited in a continuation
application, all the references cited during the prosecutionof the
parent application will be listed at allowance for printing in the
patent.

To assist in providing copies of refercnces, the examiner

should:

(a) Write the citation of the references on form PT0O-892,

“Notice of References Cited”

(b) Place the form PTO-892 in the front of the file wrapper

(c) Include in the application file wrapper afl of the references
cited by the examiner which are to be furnished to the applicant
and which have been obtained from the classified search file
with theexception of “Jumbo” patents (any U.S. patent in excess
of 40 pages). Box on the form PTO-892, Copies of “Jambo™
patents will be ordered by the clerical staff.

(d) Make two copies of each reference which is to be supplied
and which has been located in a place other than the classified
search file (i.e. textbooks, bound magazines, personal search
material, etc.). Using red ink identify one copy as the “File
Copy” and the other copy as the “Applicant’s Copy”. Both
copies should be placed in the application file wrapper.

(e) Turn the application in to the Docket Clerk for counting.
Any application which is handed in without all of the required
references will be returned to the examiner. The missing
reference(s) should be obtained and the file returned to the
Docket Clerk as quickly as possible.

In the case of design applications, procedures are the same as
set forth in *>MPEP §< 707.05 (a)-(g) except that less than the
entire disclosure of a cited U.S utility patent may be supplied
with the action by the Design Group. Copies of all sheets of
drawings relied on and of the first page of the specification are
furnished without charge. Any other subject matter, including
additional pages of specification relied on by the examiner will
also be provided without charge. Where an applicant desires a
complete copy of a cited U.S. utility patent it may be obtained
through the Customer Services Division at the usual charge.

707.05(b) Citation of Related Art by
Applicants [R-6]

>MPEP §<* 6U9 sets forth positive guidelines for applicants,
their attorneys and agents who desire to submit prior art for con-
sideration by the Patent and Trademark Office.

Rev. 6, Oct. 1987

MANUAL OF PATFM EXAMINING FRURE

All cltatmns of pnor art or othet matenal submxtted in accor-'

- dance wnth the- guidelines of >MPEP< § 609 and submitied
' ‘before all claims have Seen indicated as allowable will be fully
consuiexed by the examiner. ..

, ‘Trademark Office will not knnvs ingly
ignore any pnor art which mlght anticipate or suggest the

~ ously cited in hc parent application are not. [furnished. The . .. claimed invention, no assurance can be given that cited art or

examiner should check the left hand colurn of form PTO-892
ifacopyof thereference is not 1o be furnished to the apphcant.' o i

>Copies of foreign patent documents and non-patent litera-
ture (NPL) which are cited by the examiner .at the time of
allowance will be furnished to applicant with the Office action,
and copies of the same will also be retained in the file. This will -

”:other'matenal not submiitéd in accordance wi

s will be considered by the examiner.

- Submitted citations will not'in any way diminish the obliga-

uon of examiners to conduct independent prior ari searches, or
relieve examinersof citing pertinent prior art of which they may

. be aware, whether of not such are is cited. by the applicant.

Prior art submitted. by apphcant in the. .manner provided in
>MPEP< § 609 wili notbe supplled ‘with : an Office action, but
unless it is listed on a form PTOQ-1449; it will be listed on the
form PTO-892, “Notice of References Cited,” along with other
prior art relied upon by the examiner during the examinatior.
Accordingly, the examiner should check the space on form
PTO-892 to mdxcate that no copy of that reference need be
furnished o the a"plwaz" Only that prior art listed by the
examiner on form PTO-892 will be printed on the patent.

However, if the pnor artis submmed in a manner which does
not comply with the >MPEP< § 609 gmdelmes, it is not
necessary to list all cited prior art on form PTO-89Z in order to
make the citations of record. This is because the complete listing
of applicant’s citations will be in the application file and will be
available for inspection by the public afierissuance of the patent
with notations as indicated under item C or SMPEP< § 717.05.
The examiner may state that all the prior art cited by applicant
has been considered, even if it was submitted in a manner vhich
does not fully comply with the requirements of this section.

707.05(c) Order of Listing [R-6]

Inciting references for the first time, the identifying data of the
citation should be placed on form PTO-892 “Notice of Refer-
ences Cited”, a copy of which will be attached to the Office
action. No distinction is 10 be made between references on
which a claim is rejected and those formerly referred (o as
“pertinent”. With the exception of applicant submitted citations
>MPEP< §§ 707.05(b) and 708.02), the pertinent features of
references which are not used as a basis for rejection, shall be
pointed out briefly.

See sSMPEP< § 1302.12.

707.05(d) Reference Cited in Subsequent
Actions

Where an applicant in an amendatory paper refers to a refer-
ence which is subsequently relied upon by the examiner, such
reference shall be cited by the examiner in the usual manner,
707.05(e) IﬁgtaﬂUsed in Citing References

37 CFR 1.107 (>MPEP< §§ 707.05 and 901.05(a)) requires
the examiner to give certain data when citing references. The
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B subc]assmdlheﬁhngdate lfapprqmae,mmt gwenmthe
 citation of U.S. patents. Thlsmfmmmmhmedmmc“l%ncel

of References Cited” form_ PTO—SQZ (Copy at >MPEP< §
707.05). See § 901.04 for details concerning the various series
of U.S. patentsand how tocite them. Note that patents of the X-
Seriés (dated prior toJuly 4, 1836) are nortobecited by number.
Some U.S. patents | xssued in'1861 have two numbers therem
The la:ger number should be cited. . ‘

If the patentdateof aU.S. paxenmaﬂermdtbeeﬁfecmeﬁlmg
date of the patent is before the effective U.S. filing date of the
application, the filing date of the patent must be set forth along
with the citation of the patent. This calls attention to the fact that
the particular patentrelied on is a reference because of its filing
date and not ns patent date. Similarly, when the referenceis a
continuation-in-part of an earlier-filed application which dis-
closes the anticipatory matter and itis necessary to goback to the
earlier filing date, the fact that the subject matterrelied upon was
originally disclosed on thatdate in the fwstapplmauon shouldbe
stated.

In the rare instance where no ast is cited in a continuation
application, all the references cited during the prosecution of the
parent application will be listed at allowance for pnntmg inthe
patent. See >MPEP< § 707.05(a).

CROSS-REFERENCES
Official cross-references should be marked “X”,
FOREIGN PATENTS AND PUBLISHED APPLICATIONS

In citing foreign patents, the patent number, citation date,
nameof thecountry, nameof the patentee, and >U..8.<classand
subclass must be given. >Foreign patents searched in those
Examining Groups filing by International Patent Classification
(APC) will be cited using the appropriate IPC subclass/group/
subgroup. On the file wrapper "Serached” box and PTC-892,
the [PC subclass shall be cited in the space provided for "Class”,
and IPC group/subgroup shall be cited in the space provided for
"Subclass”.

Inactions where references are furnished, and (1) Iess than the
entire disclosure is relied upon, the sheet and page numbers
specifically relied upon and the total number of sheeis of
drawing and pages of specification must be included (except
applicant submitted citations); (2) the entire disclosure is relied
upon, the total number of sheets and pages are notincluded, and
the appropriate columns on PTO-892 are left blank.

Publications such as German allowed applications and Bel-
gian and Netherlands printed specifications should be similarly
handled. If the total number of sheets and pages in any publica-
tion to be furnished (other than U.S. patents) exceeds 15, the
authorizing signature of the supervisory primary examiner is
required. Applicants who desire a copy of the complete foreign
patent or of the portion not “relied on” must order itin the usual
manmer,

See >SMPEP< § 901.05(a) ior a chart in which foreign lan-
guage terms indicative of foreign patent and publication datesto
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707.05()

tures and defensive pubhcau 5. See SMPEP< § 901 06(c)for .-
citation of Alien Property Customan pubhcazmns In amng a
pubhcanon, sufﬁcxen
books the data. reguired by ‘,;'37 CFR< 1 107 (>MPEP< §
707 05) with the speuf' ic pages, relxed on xdenﬁﬁed together_
with the SCIENTIFIC LIBRARY call number will suffice. The
call number appeaxs on the “spme 'of the book if the book is
thick enough and, in any event, on the back of the title page.

Books on interlibrary loan will be rmarked with the call numbers
of the other library, of course. THIS NUMBER SHOULDNOT
BE CITED. The same convention should be followed in citing
articles from periodicals. The call number should be cited for
periodicals owned by the Scientific Library, but not for periodi-
cals borrowed from other libraries. In citing periodicals, infor-
mation sufficient to identify the article includes the author(s)

and title of the article and the title, volume number issue
number, date,andpagesof the periodical. If the copyrelied upon

is located only in the group making the action (there may be no
call number), the additional information, “Copy in Group —-—

“ should be given.
Examples of non-patent bibliographical citations:
1. For books: ‘

Winslow. C. E. A. Fresh Air and Ventilation. N.Y ., E. P.

Duiton, 1926. p. 97-112. TI17653.WS5.
2. For parts of books:

Smith, J. F. “Patent Searching.” in: Singer, T.ER., Informa-
tion and Communication Practice in Industry (New York,
Reinhold, 1958), pp. 157-165. T 175.S5.

3. For encyciopedia articles:

Calvert, R. “Patents (Patent Law).” in: Encyclopedia of
Chemical Technology (1952 ed.), vol. 9, pp. 868-890. Ref.
TP9.E6S.

4. For sections of handbooks:

Machinery's Handbook, 16th ed. New York, International

Press, 1959. pp. 1526-1527. TJ151.M3 1959.
8. For periodical articles:

Noyes, W. A. “A Climate for Basic Chemical Research.”
Chemical & Engineering News, vol. 38, no. 42(Ocl. 17, 1960),
pp. 91-95, TP1.1418.

Note: DO NOT abbreviate titles of books or periodicals, A
citationtoP.S.E.B.M. is meaningless. References are tobe cited
so that anyone reading a patent may identify and retrieve the
publications cited. Give as much bibliographic information as
possible, bot at least enough to identify the publication. For
books, minimal information includes the author, title and date.
For periodicals, at least the title of the periodical, the volume
number, date and pages should be given. These minimal cita-
tions may be made ONLY IF the complete bibliographic details
are unknown or unavailable.

If the original publication is located outside the Office, the
examiner should immediately >make or< order a photocopy of
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k' at least the poruon relied. upon and indicate it

subclass in which it will be filled. The Office action MUST '

- desxgnate this class and subclass

707. OS(f) Effectlve Dates of Declassnﬁfned |

Prmted Matter'

Tnt usmg declassnf” ed ‘Thaterial as references there are usnally'

two pertinent dates to be cons:da'ed, namely, the mmmg date
and the pubhcahon date, The pnntmg daie’in some instances
will appear on the matenal and may be oonsndered as that date
when the material was prepared for limited distribution. The
publication date is the date of release when the material was
madeavailableto thepubhc See Exparte Harrisetal, ,T9USPQ
439. If the date of release does not appear on the material, this
date may be determined by reference to the Office of Technical
Services, Department of Commerce.

In the use of any of the above noted material as an anticipatory
publication, the date of release following declassification is the
effective date of publication within the meaning of the statute.

For the purpose of anticipation predicated upon prior knowl-
edge under 35 U.S.C. 102(a) the above noted declassified
material may be taken as prima facie evidence of such prior
knowledge asof its printing date even though such material was
classified at that time. When so used the material does not
constitate an absolute statutory bar and its printing date may be
antedated by an affidavit or declaration under 37 CFR 1.131.

707.05(g) I[lﬁc%lirect Citation of References

Where an error in citation of a reference is brought to the
attention of the Office by applicant, a letter correcting the error
and restarting the previous period for response, together with a
correct copy of the reference, is sent to applicant. Where the
error is discovered by the examiner, applicant is also notified
and the period for response restarted. In either case, the exam-
iner is directed to correct the error, in ink, in the paper in which
the error appears, and place his or her initials on the margin of
such paper, together with a notation of the paper numbes of the
action in which the citation has been comectly given. See
>MPEP< § 710.06.

Form PTOL-316 is used to correct an erroneous citation or an
erroneously furnished reference. Clerical instructions are out-
fined in the Manual of Clerical Procedures, § 410.C (2) and (3).

Form Paragraphs 7.81-7.83 may be used to correct citations of
copies of references cited.

%5781 Correction Letter ve Last Office Action

In response 1o applicant’s {1] regarding the Test Office action, the following
corrective action is taken.

THE PERIOD FOR RESPONSE OF (2] MONTHS SET IN SAID OFFICE
ACTION ISRESTARTED TO BEGIN WITH THE DATE OF THIS LETTER.

Examiner Note:
1. In bracket §, insert -

communicationof ...~
2. Taisparagraph muslbefoﬂowedbymemnmcof paragraphs 7.62,7.62.1

or7.93.
Rev, 6, Oct, 1987

wlephme inquiry of . - Of--

MANUALOFPATENT EXAMI

Exnmlner Nete: . :
ks Evcrymmgi‘bc reﬂecwdon sccmacd or new ”'10-892
2 This: pnmgﬁd:mfoﬂuw pamgnph7 81
"3, I 2 copy of the PTO-892'i is being pmvxded wnhom com:cnon. use
parsgraph 7.83 instesd of this paragraph;

4. Also mm‘l.szl if reference:; copxes are bemg mppl:ed

7.82 1 Capy af ch&rme{:}ﬁarnuhed
Copies of the following references are enclosed:

Ezaminer \Me.

1. The reference copies being supplied must be listed following this para-
graph.

2. This parageaph mus be preceded by paragraph 7.81 and may also be used
with paragraph 7.82 or 7.83.

7.83 > Copy of Office action supplied
{1] of the Taee Office action is enclosed.

Examiner Nete:
L.In (1] explain what is enclosed. For example:
2. A corrscted copy
b. A complete copy
c. Peged
d. Form PTO-892
2, This peragraph should follow paragraph 7.81 and can follow paragrephs
7.82 und 7.82.1<

In any case otherwise ready for issue, in which the erroneous
citation has not been formally corrected in an official paper, the
examiner is directed to correct the citation on an examiner’s
amendment form PTOL-37.

If a FOREIGN patent is incorrectly cited: for example, the
wrong country is indicated or the country omitted from the
citation, the General Reference Branch of the Scientific Library
may be helpful. The date and number of the patent are often
sufficient to determine the correct country which granted the
patent.

To comrect a citation prior to mailing, see the Manual of
Clerical Procedures, § 410.C(1).

707.06 Citation of Decisions, Orders,
Memorandums and Notices [R-6]

In citing court decisions, the **>USPQ citation should be
given and, when it is convenient to do so, the U.S., C.C.P.A. or
Federal Reporter citation should also be provided.<

The citation of manuscript decisions which are not available
to the public should be avoided.

>It is important to recognize that a Federal District Court
decision that has been reversed on appeal cannot be cited as
authority.<

Inciting amanuscript decision which is available to the public
but which has not been published, the tribunal rendering the
decision and complete data identifying the paper should be
given. Thus, a decision of the Board of >Patent<Appeals >and
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the uﬂe and date of the m'der noncc or memorandum chould be
given. When appropriate other data, such asa specxﬁc issue of
the Journal of the Patént Office Societyor of the Official (.vazette
in which the same may be found, should also be given.

707.07 Completeness and Clarity of
Examiner’s Action

37 CFR 1.105. Completeness of examiner's action.

The examiner’s action will be complete as to all maters, except that in
sppropriste circumstances, such as misjoinder of invention, fundamentsl de-
fects in the application, and the like, the action of the exeminer may be limited
o sachmatters before furtheraction ismade, However, mattersof formneed not
be raisad by the examiner until e claim is found allowsble.

FormParagraphs7.37and 7.38 may beused where applicant’s
arguments are not persuasive or moot.

7.37 Arguments Are Not Persuasive

Applicant’s arguments ﬁled [1] have been fully considered but they are not
deemed to be persuasive.

Ezsminer Note:
The ensminer must address all arguments which have not alresdy been

tresponded to in the rejestion.
7.38 Arguments Arve Moot Because of New Ground of Rejection

Applicent’s arguments with respect to claim {1] have been considered butare
deemed 16 be oot in view of the new grounds of rejection.

707.07(a) Complete Action on Formal
Matters

Forms are placed ininformal applications listing informalities
noted by the Draftsman (Form PTO-948) and the Application
Division (Form PTO-152). Each of these forms comprises an
original for the file record and a copy 0 be mailed to applicant
as a part of the examiner’s first action. They are specifically
referred to as attachments to the letter and are marked with its
paper number. In every instance where these forms are to be
used they should be mailed with the examiner’s first letter, and
any additional formal requirements which the examiner desires
to make should be included in the first letter.

When any formal requirement is made in an examiner’s
action, that action should, in all cases where it indicates allow-
able subject matter, call attention to 37 CFR 1.111(b) and state
that a complete response must either comply with all formal
requirements or specifically traverse each requirement not
complied with,
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“As-gllowable subject mmer has; been intticated;. npplmms response ¥ must'
e}ithemomplyyf rmal requirements or specifically traverse each require-
menknot (b} and § 707.07(a) of the MPEP.

Exammer Note: R

This paragraph wouid be appropnate when changes must be
made  prior to allowance For example, when there is a require-
ment for drawing'corrections that have io be- submmed for
approval or when corrections to the spemﬁcamn have to be
made prior i allowance <

707.07(b) Reqmrmg NeW Oath [R- 6]
See >MPEP< § 602.02.
707.07(c) Draftsman’s Requirement [R-6]

See >MPEP< §707.07(a); also >MPEP< §§608 02(a), (&),
and (s).

707. 07(d) Language To Be Used In
- Rejecting Clalms :

Where a claim is refused for any reason relating to the merits
thereof it should be “rejecied” and the ground of rejection fully
and clearly stated, and the word “reject” must be used. The
examiner should designate the statutory basis for any ground of
rejection by express reference to a section of 35 U.S.C. in the
opening sentence of each ground of rejection. If the claim is
rejected as too broad, the reason for so holding should be given;
if rejected as indefinite the examiner should point out wherein
the indefinitencss resides; or if rejected as incomplete, the
element or elements lacking should be specified, or the appli-
cant be otherwise advised as to what the clziin requires torender
it complete.

See >MPEP< §706.02 for language to be used.

Everything of a personal nature must be avoided. Whatever
may be the examiner’s view 15 tc the utter lack of patentable
merit in the disclosure of the application examined, he or she
should not express in the record the opinion that the application
is, or appears to be, devoid of patentable subject matter. Nor
should he or she express doubts as to the allowability of allowed
claims or state that every doubt has been resolved in favor of the
applicant in granting him the claims allowed.

Although, not every ground of rejection may be categorically
related to a specific section of the statute, »35 U.S.C.<§112is
considered as the more apt section for old combination rejec-
tions than §§102 or 103, Ex parte Des Granges, 864 0.G.7122,

The examir=r should, as a part of the first Office action on the
merits, idenw?y 2ny Jiaims which he or she judges, as presently
recited, to be aflowable and/or should suggest any way in which
heor she considers thatrejected claims mayv be amended to make
them allowable. If the examiner does not do this, then by
implication it will be understood by the applicant or his or her
attorney or agent that in the examiner’s opinion, as presently
advised, there appears to be no allowable claim nor anything
patentable in the subject matter to which the claims are directed.
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IMPROPERLY EXPRESSED REJEC'IIONS R =

An ommbus re;ecuon of the clmm ‘o the refemnccs and for '

' ﬁwmsm:sofrecord”xssmnypedmdusuallymtmformame
and should therefore be avoided. This is espec:ally true wheré
certain claims have been rejected on one gmund and other
claims on another ground.
A plurahty of claims should never be grouped together ina
common rejection, unless :haz rejection is eq.xahy a;:p.:\,ab!e o
all claims in the group.

707.67(e) Note All QOutstanding
Requirements

In taking up an amended case for action the examiner should
note in every letier all the requirements outstanding against the
case. Every point in the prior action of an examiner which is still
applicablemust berepeated or referred o, to preventthe implied
waiver of the requirement.

As soon as allowable subject matter is found, correction of all
informalities then present should be required.

707.07(f) ﬁ{xsger All Material Traversed

Where the requirements are traversed, or suspension thereof
requested, the examiner should make proper reference thereto in
his action on the amendment.

Where the applicant traverses any rejection, the examiner
should, if he or she repeats the rejection, take note of the
applicant’s argument and ansver the substance of it.

If a rejection of record is to be applied to a new or amended
claim, specific identification of that ground of rejection, as by
citation of the paragraph in the former Office letter in which the
rejection was originally stated, should be given.

ANSWERING ASSERTED ADVANTAGES

After an Office action, the response (in addition to making
amendments, elc.) may frequently include arguments and affi-
daviis o the effect that the prior art cited by tie examiner does
notteach how to obtain or does not inherently yield one or more
advantages (new or improved results, functions or effects),
which advantages are urged to warrant issue of a patent on the
allegedly novel subject matter claimed.

If it is the examiner’s considered opinion that the asserted

advantages are without significance in determining patentabil-

ity of the rejected claims, he or she should state the reasons for
his or her position in the record, preferably in the action
following the assertion or argumentrelative to such advantages.
By so doingthe applicant will know that the asserted advantages
have actuulty been considered by the examiner and, if appeal is
taken, the Board of >Patent< Appeals >and Interferences< will
alsc be advised.

- The importance of answering such arguments is illustrated by
Inre Herrmann et al., 1959 C.D. 159; 739 O.G. 549 wherc the
applicant urged that the subject matter claimed produced new
and ugeful results. The court noted that since applicant’s state-
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767. 07(g) Flecemeal Exammatlon [R 6]

Pmemeal cxau*..r..auon f P
sible. The examiner ordmanly should reject each chaim onall
vahd grounds avmlabk, avoiding, however, undue multiphca-
tion of references (See >MPEP< § 904 Oz ) Major techmcal
rejections on grmmds such as fack of proper dlsclosure, undue
breadth, sericns indefiniteness and res judicata should be ap-
plied where appropriate even though there may be a seemingly
sufficient rejection on the basis of prior art. Where a major
technical rejection is proper, it should be stated with a full
development of reasons rather than by a mere conclusion
coupled with some stereotyped expression.

In cases where there exists 2 sound rejection on the basis of
prior art which discloses the “heart” of the invention (as distin-
guished from prior art which merely meets the terms of the
claims), secondary rejections on minor technical grounds
should ordinarily not be made. Certain technical rejections (e.g.
negative limitations, indefiniteness) should not be made where
the examiner, recognizing the limitations of the English lan-
guage, is not aware of an improved mode of definition,

Some situations exist where examination of an application
appears best accomplished by limiting action on the claiin
thereof toa particular issue. These situations include the follow-
ing:

(1) Where an application is too informal for a complete action
on the merits; see >MPEP< § 702.01;

(2) Where there is an undue multiplicity of claims, and there
has been no successful telephone request for election of a
limited number of claims for full examination; see >MPEP< §
706.03(1);

(3) Where there is a misjoinder of inventions and there has
been no successful telephone request for election; see >MPEP<
§§ 803, 806.02, 8§12.01;

(4) Where disclosure is directed to perpetual motion; note Ex
parte Payne, 1904 C.D. 42; 108 C.G. 1049. However, in such
cases, the best prior art readily available should be cited and its
pertinency pointed out without specifically applying it to the
claims,

On the other hand, a rejection on the grounds of res judicata,
no prima facie showing for reissue, new matter, or inoperative-
ness (not involving perpetual motion) should be accompanied
by rejection on all other available grounds.

707.07(h) Notify of Inaccuracies in
Amendment [R-6]

See >MPEP< § 714.23.

707.07(i) Each Claim To Be Mentioned in
Each Letter [R-6]

Incvery letter each claim should be mentioned by number, and
its treatment or status given. Since a claim retains its original
numeral throughout the prosecution of the case, its history
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" Claims retained under 37 CER 1.142 and claims retained

“under 337 CFR<1 146 should be trwed as sct out in’ >MPEP<

'§8 821 10 821.03 and 809.02(c). . -
See >MPEP< § *52363.03< fo:r treatment of clalms in the

apphcanon of losing party in inierference.

' 'I‘heInMofClmmsshouldbekeptuptodateassetfonh in

>MPEP< § 71704

707 07¢3) State When Clalms Are
Allowable

INVENTOR FILED APPLICATIONS

When, during the examination of a pro se case, it becomes
apparent to the examiner that there is patentable subject matter
disclosed in the application, theexaminer shall draft one or more
claims for the applicantand indicate in his or her action that such
claims would be allowed if incorporated in the application by
amendment.

This practice will expedite prosecution and offer a service to
individual inventors not represented by a registered patent
attomey or agent. Although this practice may be desirable and
is permissible in any case where deemed appropriate by the
examiner, it will be expected to be applied in all cases where it
is apparent that the applicant is unfamiliar with the proper
preparation and prosecution of patent applications.

ALLOWABLE EXCEPT AS TO FORM

When an application discloses pateatable subject matter and
itisapparent from the claimsand the applicant’s arguments that
the claims are intended to be directed to such patentable subject
mester, but the claims in their present form cannot be allowed
because of defects in form or omission of a limitation, the
examiner should not stop with a bare objection or rejection of
the claims. The examiner’s action should be constructive in
nature and when possible should offer a definite suggestion for
correction. Further, an examiner’s suggestion of allowable
subject matier may justify indicating the possible desirability of
an interview to accelerate early agreement on allowable claims.

If the examiner is satisfied after the search has been completed
that patentable subject matter has been disclosed and the record
indicates that the applicant intends to claim such subject matter,
the examiner may note in the Office action that certain aspects
or features of the patentable invention have not been claimed
and that if properly claimed such claims may be given favorable
consideration.

If a claim is otherwise allowable but is dependent on ..
cancelled claim or oa a rejected claim, the Office action should
state that the claim would be allowable if rewritten in independ-
ent form.

EARLY ALLOWANCE OF CLAIMS
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Claim [1] objeaed 10 as being dependcnt upou s rejected base claim, but
would be allowsble i rewritien in independent form mciuung ell of the

41unmuom of v.be base clam‘ .-.nd any mtcrvcmmg dnms

743.1 AIIamabIe Subject Matter, Claims Rejectad under 35 U.S. C 112,
Independent Claim )

Claim [1]} would be allowable if rewritien or amended to overcome the
rejection under 35 US.C. 112,

7432 Allowable Subject Matter, Claims Rejected under 35 USC. 112,
Depende Claim

Cheimn [1] would b~ allowable if rewritten to overrome the rejection under 35
U.S.C. 112 and 1o include all of the limitations of the base claim and any
intervening claims.

Form Paragraph 7.97 may be used to indicate allowance of
claims.

197 Claims Are Allowable Over Prior Art
Claim {1] allowable over the prior art of record.

707.07(k) Numbering Paragraphs

It is good practice to number the paragraphs of the letter
consecutively. This facilitates their identification in the future

prosecution of the case.

707.07(1)

The results of the tests and examples should not normally be
questioned by the examiner unless there is reasonable basis for
questioning the results, If the examiner questions the resuiis, the
appropriate claims should be rejected as being based on an
insufficient disclosure under 35 U.S.C. 112, first paragraph, In
re Borkowski et al, 164 USPQ 642 (CCPA 1970). The applicant
must respond to the rejection or it will be repeated, forexample,
by providing the resnlts of an actual test or example which has
been conducted, or by providing relevant arguments that there
is strong reason to believe that the result would be as predicted.
Care should be taken that new matter is not entered into the
application.

If questions are present as to operability or utility, considera-
tion should be given to the applicability of a rejection under 35
U.S.C. 101,

707.08 Reviewing and Initialing by
Assistant Examiner

Comment on Examples

The full surname of the examiner who prepares the Office
action will, in all cases, be typed below the action. The telephone
number below this should becalled if the case is to be discussed
or an interview arranged.

Aftertheactionistyped,the examiner who prepared the action
reviews it for correciness. If this examiner does not have the
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767.09 Slgnmg by anary or Qther -
Authorized Exammer o

: Anhough only the ongmal is s:gned the word "Exammer
and the name of the signer should appear on the ongmax and
copies. ,

All letters

707.10 Entry

The original, signed by the authorized examiner, is the copy
which is placed in the file wrapper. The character of the action,
its paper number and the date of mailing are entered in black ink
on the outside of the file wrapper under “Contents”.

707.11 Date

The date should not be typed when the letter is written, but
should be stamped or printed on afl copies of the leiter after ithas
been sxgmdbymeauthonzedszgmwryexammerandthecop!es
are about to be mailed.

707.12 Mailing

Copies of the examiner’s action are mailed by the group after
the original, initialed by the assistant examiner and signed by the
authorized signatory examiner, hasbeen placed in the file. After
the copies are mailed the original isreturned for placementin the
file,

707.13 Returned Office Action

d issues should bc mgued pI‘O‘ﬁptlY

Letiers are sometimes returned to the Office because the Post
Office has not been able to deliver them. The examiner should
use every reasonable means to ascertain the correct address and
forward the letter again, after stamping it “remailed” with the
date thereof and redirecting it if there be any reason to believe
that the letter would reach applicant at such new address. If the
Office letter wasaddressed to an attomey, a letter may be written
to the inventor or assignee informing him or her of the returned
fetter. The period running against the application begins with
the date of remailing. (Ex parte Gowrtoff, 1924 C.D. 153, 329
0.G. 536.)

If the Office is not finally successful in delivering the letter, i*
is placed, with the envelope, in the file wrapper, If the period
dating from the remailing elapses with no communication from
applicant, the case is forwarded to the Abandoned Files
*>Repository<.

708 Order of Examination [R-6]

37 CFR 1.101. Order of examination.

(ay Applications filed in the Patent and Trademas Office and accepted as
complete spolicstions are assigned for examination 16 the respective examining
groups having the classes of inventions to which the applications relate,
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. Each examiner wzll nge pnonty to that apphcam in lus orhe.

docket, whether amended ornew, whxch has the olde.st ¢ﬁecnve
U S. filing date. Except as rare circumstances may justify group
directors in granting. individual exceptlons, this basic policy
applies to all applications. :

The actual filing date of a conunuauon-m-part application is
used for docketing purposes. However, the examiner may acton
a continuation-in-part apphcatmn by usmg the effective filing
date, if desired.

Ifat anyumeanexammcrdetermmes thatthe “cffecnve filing
date” status of any application differs from what the records
show, the clerk should be informed, who should promptly
amend the records to show the correct siatus, wuh the date of
correction.

The order of examination for each examiner is to give priority
to reissue applications, with top priority to those in which
litigation has been stayed (>MPEP< § 1442.03), then to those
special cases having a fixed 30 day due date, such asexaminer’s
answers and decisions on motions. Most other cases in the
“special” category (for example, interference cases, cases made
special by petition, cases ready for final conclusion, etc.) will
continue in this category, with the firsteffective U.S. filing date
among them normally controlling priority.

All amendments before final rejection should be responded to
within two months of receipt.**

708.01 List of Special Cases [R-6]

37 CFR 1.102. Advancemens of examination.

(s) Applications will not be advanced out of turn for examination or forfurther
aclion except as provided by this part, or upon order of the Commissioner to
expedite the business of the Office, or upon filing of a request under paragraph
(b) of this section or upon fiiing a petition under paragraphs (c) or (d) of this
section with = vzsified showing which, in the opinion of the Commissioner, will
justify so advancing it

(b) Applications wherzin the inventions are deemed of peculisrimportance to
some branch of the public service and the head of soms depanment of the
Government reguests immediate action for that reason, may be sdvanced for
examination.

(c) A petition tomake an application special may befiled without a fee if thehe
basis for the petition is the applicant’s age or health or thet the invention will
materially enhance the quality of the environment or materisily contribute to the
dcvelopmm of conservation of energy resources.

@) A peuum to make an apphcaum gpecial on grounds other than those
referred 1o in paragraph (c) of this section must be accompanied by lhe petmon
fee set forth in § 1.17(i).

Certain procedures by the examiners take precedence over
actions even on special cases.

For example, all papers typed and ready for signature should
be completed and mailed.

All issue cases returned with a “Printer Waiting" slip must be
processed and returned within the period indicated.
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isin condmon for a!lowance, or in which he or she is sansﬁed
will havctobef‘maﬂytejecwd,hecr she'should, guesucﬁ acnon
forihwith instead of making the case awaitits rn.

The following is a list of special cases (those which are
advanced out of turn for examination): '

(a) Applications wherein the inventions are deemed of pecu-
liar importance to some branch of the public service and when
for that reason the head of some department of the Government
requests immediate action and the Commissioner so orders (37
CFR 1.102).

(b) Cases made special as aresult of a petition. (See >MPEP<
§ 708.02.)

Subject alone to diligent prosecution by the applicant, an
application for patent that has once been made special and
advanced outof turn for examination by reason of aruling made
in that particular case (by the Commissioner or an Assistant
Commissioner) will continue to be special throughout its entire
course of prosecution in the Patent and Trademark Office,
including appeal, if any, to the Board of >Patent< Appeals >and
Interferences<; and any interference in which such an applica-
tior. becomes involved shall, in like measure be considered
special by all Office officials concerned.

(c) Applications for reissues, particularly those involved in
stayed litigation (37 CFR 1.176).

(&) Applications remanded by an appellate tribunal for further
action.

{e) An application, once taken up for action by an examiner
according to its effective filing date, should be treated as special
by an examiner, art unit or group to which it may subsequently
be transferred; exemplary situations include new cases trans-
ferred as the result of a telephone election and cases transferred
as the result of 2 timely response to any official action.

(f) Applications which appear to interfere with other applica-
tions previously considered and found to be allowable, or which
will beplaced ininterference with an unexpired patentor patents
(37 CFR 1.201).

(g) Applications ready for allowance, or ready for allowance
except as to formal matters.

(h) Applications which are in condition for final rejection.

(iy Applications pending more than five years, including those
which, by relation to a prior United States application, have an
effective pendency of more than five years. 5ee § 707.02(a).

(j) Reexamination Proceedings, >MPEP< § 2261.

See also >MPEP< 8§ 714.13, 1207 and 1309,

708.02 Petition To Make Special [R-6]

37 CFR 1.102 Advancemens of examination,
(a) Applications will not be advanced out of tum forexamination or for further
action except as provided by this part, or upon order of the Commissioner to
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referred t6 in paragraph (c) of this section must be accompanied by the petition
fee set fonh in§i. 17(1)

New applications ordmanly are taken up for examination in
the order of their effective United States filing dates. Certain
exceptions are made by way of petitions to make special, which
may be granted under the conditions set forth below.

I. MANUFACTURE

Anapplication may be made special on the ground of prospec-
tive manufacture upon the filing of a petition accompanied by
the fec under >37 CFR< § 1.17(i) by the applicant or assignee
alleging under oath or declaration:

1. The possession by the prospective manufacturer of suffi-
cient presenily available capital (stating approximately the
amount) and facilities (stating briefly the nature thereof) to
manufaciure the invention in quantity or that sufficient capital
and facilities will be made available if a patent is granted;

If the prospective manufacturer is an individual, there must be
a corroborating affidavit from some responsible party, as for
example, an officer of a bank, showing that said individual has
the required available capital to manufacture;

2. That the prospective manufacturer will not manufacture,or
will not increase present manufacture, unless certain that the
patent will be granted;

3. That affiant obligates himself or herself or the prospective
manufacturer, to manufacture the invention, in the United States
Or its possessions, in quantity immediately upon the allowance
of claims or issuance of a patent which will protect the invest-
ment of capital and facilities.

Theattorney or agent of record in the application (orapplicant,
if not represented by an attomey or agent) must file an affidavit
or declaration to show:

1. That the applicant or assignee has made or caused to be
made acareful and thorough search of the prior art, or hasa good
knowledge of the pertinent prior art; and

2. That the applicant or assignee believes all of the claims in
the application are allowable.

II. INFRINGEMENT

Subject to a requirement for a further showing as may be
necessitated by the facts of a particular case, an 2ppication may
be made special because of actual infringement (but not for
prospective infringement) upon payment of the fee under >37
CFR< § 1.17(i) and the filing of a petition alleging facts under
oath or declaration to show, or indicating why it is not possible
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" or agent to show, (3) that 2 rigid coinparison of the alleged

nﬂmgmg device, product; or method with the claims-of the
apphcanonhasbeenmade (4)u1at,mhlsorheropuuon;some
of the claims are unquestionably infringed, (5) thathe or she has
made or caused to be made a careful and thorough search of the
pricr art or has a good knowledge of the pertinent prior art, and
{6y thatheor she’ believesallof the 'r‘;%aims in th?e 'ap'plimii‘an are
allowable.

Models or specnmeg 5 of the infringing product or that of t.he
application should not be submitied unless reguested.,

Iil. APPLICANT’S HEALTH

An application may be made special upon a petition by appli-
cantaccompanied by a showing as by adoctor’s certificate, that
the state of health of the applicant is such that he might not be
available to assist in the prosecution of the application if it were
to run its normal course. No fee is required for such a petition,
>37 CFR< § 1.102(c).

IV. APPLICANT’S AGE

An application may be made special upon filing a petition
including a showing, as by a birth certificate or the applicant’s
affidavit or declaration, that the applicant is 65 years of age, or
more. No fee is required with such a petition, >37 CFR< §
1.102(c).

V. ENVIRONMENTAL QUALITY

The Patent and Trademark Office will accord “special” status
to all patent applications for inventions which materially en-
hance the quality of the environment of mankind by contribut-
ing to the restoration or maintenance of the basic life-sustaining
natural elements — air, water, and soil.

All applicants desiring to participate in this program should
petition that their applications be accorded “special” status.
Such petitions should be written, should identify the applica-
tions by serial number and filing date, and should be accompa-
nied by affidavits or declarations undsr 37 CFR 1.102 by the
applicantor his attorney or agent explaining how the inventions
contribute to the restoration or maintenance of one of these life-
sustaining elemsats, No fee is required for such a petition, >37
CFR< § 1.102(c).

VI. ENERGY

The Patent and Trademark Office will, on petition accord
“special” status to all patent applications for inventions which
materially contribute o (1) the discovery or development of
energy resources, or (2) the more efficient utilization and
conservation of energy resources, Examples of inventions in
category (1) would be developments in fossil fuels (natural gas,
coal, and petroleum), nuclear energy, solar cnergy, etc. Cate-
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VIL INVMONS RELATING TO RECOMBINANT
D\IA ‘

In recent years revolutionary genetic research has been con-
ducted involving recombinant deoxyribonucleic acid (“recom-
binant DNA™). Recombinant DNA 'résearch appears to have
extraordinary potential benefit for mankind. It has been sug-
gested, forexample, thatresearch in this field might lead to ways
of controlling or treating cancer and hereditary defects. The
technology also has possible applications in agnculture and
industry. It hos been likened in 1mponance to the dlscovery of
nuclear fission and fusion. At the same time, concern has been
expressed over the safety of this t type of résearch. The Nationa!
Institutes of Health (NIH) has released guidelines for the con-
duct of research concerning recombinant DNA. These “Guide-
Jines for Research Involvmg Recombination DNA Molecules,”
were published in the Federal Register of July 7, 1976, 41 FR
27902-27943. NIH is sponsoring experimental work to identify
possible hazards and safety practices and procedures.

In view of the exceptional importance of recombinant DNA
and the desirability of prompt disclosure of developments in the
field, the Patent and Trademark Office will accord “special”
status to patent applications relating to safety of research in the
field of racombinant DNA. Upon appropriate petition and
payment of the fee under >37 CFR< § 1.17(), the Office will
make special patent applications for inventions relating to
safety of research in the field of recomoinant DNA. Petitions for
special status should be in writing, should identify the applica-
tion by serial number and filing date, and should be accompa-
nied by affidavits or declarations under 37 CFR 1.102 by the
applicant, attorney or agent explaining the relationship of the
invention to safety of research in the field of recombinant DNA
research, Petitions must also include a statement that the NIH
guidelines cited above, or asamended, are being followed inany
experimentation in this field, except that the statcment may
include an explanation of any deviations considered essential to
avoid disclosure of proprictary information or loss of patent
rights, The fee set forth under >37 CFR< § 1.17(i) must also be
paid.

VIIIL. SPECIAL EXAMINING PROCEDURE FOR
CERTAIN NEW APPLICATIONS—
ACCELERATED EXAMINATION

A new application (one which has not received any examina-
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(a)Subnuzsawntzm petiti
Jhe feeset forth in >37.CFR< §:1.17()..
() Presents aliclaims dnrec&edmasmgle mvenmn mlfthe
Officedetenmnes thatall the claims presented are notobviously
dn'ected t0.a single invention, will make an.election: without
fraverse as a prerequisite to the grant of specialstams. . .

- The election may be made by applicant at the time of ﬁlmg the
peuuon for special status. Should applicant fail t include an
election with the original ;papers or petition and the Oflice
determines that 2 reguirement should be made, the established
telephone restriction practice will be followed.
~ Ifotherwise proper, examination on the merits will proceed on
claims drawn to the elected invention.

If applicant refuses to make aa election without iraversse, the
application will not be further examined at that time. The
petition will be denied on the ground that the claims are not
directed to a single invention, and the application will await
action in its regular turn.

Divisional applications directed to the nonelected inventions
will not automatically be given special status based on papers
filed with the petition in the parent case. Each such application
must meet on its own all requirements for the new special status.

{c) Submits a statemcuits that a pre-examination search was
made, and specifying whether by the inventor, attorney, agent,
professional searchers, etc., and listing the field of search by
class and subclass, publication, Chemical Abstracts, foreign
patents, etc. A search made by a foreign patentoffice ** satisfies
this requirement.

(d) Submits one copy each of the references deemed most
closely related to the subject matter encompassed by the claims,

(e) Submits a detziled discussion of the references, which
discussion points out, with the particularity required by 37 CFR
1.111 (b)and (c), how the claimed subject matier is distinguish-
able over the references. Where applicant indicates an intention
of overcoming one of the references by affidavit or declaration
under 37 CFR 1.131, the affidavit or declaration must be
submitted before the application is taken up for action, but in no
event later than one month after request for special status.

In those instances where the request for this special status does
not meet all the prerequisites set forth above, applicant will be
notified and the defects in the request will be stated. The
application will remain in the stats of a new application
awaiting action in its regular turn. In those instances where a
request is defective in one or more respects, applicant will be
given one opportunity to perfect the request. If perfected, the
request will then be granted.

Once a request has been granted, prosecution will proceed
according to the procedure set forth below; there is no provision
for “withdrawal” from this special status.

The special examining procedure of VIII (accelerated exami-
nation) involves the following procedures:

1. The new application, having been granted special status as
a result of compliance with the requirements set out above will
be taken up by the examiner before all other categories of appli-
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matters of meritiasito all claims. The examirier’s search will be

encouraged o arrange:for;an inferview with the examinér in
order. to resolve, with finality, as many issues as:-possible. In
order to-afford the examiner time for reflective consideration
before the interview, applicant or his >or her< representative
should cause to be placed in the:-hands of the examiner at least
one working day prior to the interview, a copy (clearly denoted
as such) of the amendment that he proposes to file in response
to the examines’s action. Such a paper will not become a part of
the file, but will form a basis for discussion at the interview.

3. Subsequent to the interview, or responsive to the
examiner’s first action if no interview was had, applicant will
file the “record™ response. The response at this stage, to be
proper, must be restricted to the rejections, objections, and
reguirements made. Any amendment which would require
broadening the search field will be treated as an improper
response. .

4, The examiner w‘ll within one month from the daie of
receipt of applicant’s formal response, take up the application
for final disposition. This disposition will constitute either a
final action which terminates with the setting of a three-month
period for response, or a notice of allowance. The examiner’s
response o any amendment submitted after final rejection
should be prompt and by way of form PTO-303 or PTO-327, by
passing the case o issue, or by an examiner’s answer should
applicant choose 10 file an appeal brief at this time. The use of
these forms is not intended to open the door 1o further prosecu-
tion. Of course, where relatively minor issuss or deficiences
might be easily resolved, the examiner may uze the telephorie to
inform the applicant of such,

5. A personal interview after final Office action will not be
permitted vnless requested by the examiner. However, tele-
phonic interviews will be permitted where appropriate for the
purpose of correcting any minor matters which remain out-
standing.

6. After allowance, these applications are given top priority
for printing. See >MPEP< § 1309.

>SPECIAL STATUS FOR PATENT APPLICATIONS
RELATING TO SUPERCONDUCTIVITY

In accordance with the President’s proposal directing the
Patent and Trademark Office to accelerate the processing of
patent applications and adjudication of disputes involving su-
perconductivity technologies when requested by the applicant
to do so, the Patent and Trademark. Office will, on request,
accord “special” status to all patent applications for inventions
involving superconductivity materials. Examples of such in-
ventions would include those directed to the superconductive
materials themselves as well as to their manufacture and appli-
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 ‘panticipate isi this program wreqhestmatthelr applmmmbe

‘actorded “special” status: Stch requésts should be in writing,

shoald identify the apphcatmbywnal number and filing date,
mﬂslmuldbeaccompamedbyammem under 37 CFR1.102
that the invention involves superconductive materials: No fee is
required. The statement must be verified ifmade by aperson not
registered to practice before the Patent and Trademark Office.
Decisions whether to accord “special” status on the basis of 2
reguest will be made by the appropeiate group director.<

HANDLING OF PETITIONS TO MAKE SPECIAL

Each petition to make special, regardless of the ground upon
which the petition is based and the nature of the decision, is
made of record in the application file, together with th~ decision
thereon. The Office that rules on a petition is responsible for
properly entering that petition and the resulting decision in the
file record. The petition, with any attached papers and support-
ing affidavits, will be given a single paper number and so
entered in the “Contents” of the file. The decision will be
accoeded a separate paper number and similarly entered. To
insure entries in the “Contents” in proper order, the clerk in the
examining yroup will make certain that all papers prior 0 a
petition have been entered and/or listed in the application fife
before forwarding it for consideration of the petition. Note
>MPEP< §§ 1002.02 (a), (c), and ().

7068.03 Examiner Tenders Resignation

Whenever an examiner tenders his or her resignation, the
supervigory primary examiner should see that the remaining
time as far ag possible is used in winding up the old complicated
cases or those with involved records and getting as many of his
amended cases as possible ready for final disposition.

If the examiner has considerable experience in his or her
particular art, it is also advantageous to the Office if he or she
indicates (in pencil) in the file wrappers of cases in his or her
docket, the field of search or other pertinent data that he
considess appropriate.

769 Suspension of Action [R-6]

37 CFR 1.103. Suspension of action.

(ay Suspension of ection by the Office will be granted for good and sufficient
cause and for 8 reasonable time specified upon petition by the applicant and, if
auch cauge ig not the fauls of the Office, the payment of the fee set forth in §
1.17G3. Acion will not be suspended when a response by the applican: o an
Office sction is required.

(&) If action by the Office on an application is suspended when net requested
by the epplicant, the applicans shell be notified of the reasons thercfor.

{c3 Action by the examiner may be suspended by ordes of the Commissioner
in the cage of applications owned by the United Siztes whenever publication of
the invention by the granting of a patent thereon might be detrimental to the
public sef=ty or defense, at the requesi of the appropriste depariment or agency.

{4y Action on spplications in which the Cffice has accepted & request **>w0
publich a defensive publication will be suspended for the entire pendency of
these applications except for pusposes relsting 1o patent interference proceed-
ings under Subpant E<
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MANUA... QFPA"‘BI'!‘ ERAM!NB‘IG PROCEDURE :

Susmsm ofacuon (37CFR 3;103) shouldnotbecanfused

&:wnﬂ\ extensionof time forreply (37CFR1.136). Itis ¢ be nowed
thata suspension ofaction appliestoan unpendmg Office sttion
by the examiner whereas'an extensior

to action by the apphcant. In other' words; the action cannot be

‘sus&ended i’ an: gpplication’ which' contains an: outstandmg
Office acuonorreqmrementawmurg*esponsebyﬂwapphcant.
1t is only the action’ by the exammer whlch can be suspended

vnder 37.CFR 1.103. -
" Paragraph (b)ofthe rule provxdes for a suspensnon of Ofﬁce

‘action by the exariner on his or ‘her own iiitistive, as in
>SMPEP< §§709.01 and *>2715.01<; The primary examiner

may grant an initial suspension of action for a maximum period
of six months. This time limitation'applies to both suspensions
granted at the request of the applicarnt and suspensions imposed
sua sponte by the examiner: Any second or subsequent suspen-
sion of action in patent applications under 37 CFR 1.103 are
decided by the group director. See >MPEP< § 1002.02(c), item
11.

>Suspension of action under 37 CFR 1,103(c) is decided by
the Director of Group 220.<

Form Paragraphs 7.52-7.56 should be used in actions relating
1o suspension of action,

7.52 Suspensios of Action, Waiting New Reference

A reference relevant to the examination of this spplication may soon become
aveilsble. Ex pane is SUSPENDED FOR A PERIOD OF (1]
MONTHS FROM THE DATE OF THIS LETTER. Upon expiration of the
period of suspension, applicant should meke an inguiry as to the status of the
apolication.

Esaminer Note:
(1) Maximuzn period for suspension is 6 moaths.
(2) The Group Director should approve all second or subsequent suspensions.

753 Suspension of Action, Possible Interference

All clzims ere sllowsble. However, due to 8 potential interference, ex
prosecution is SUSPENDED FOR A PERIOD OF [2] MONTHS FROM THE
DATE OF THIS LETTER.

Upon expiration of the period of suspension, applicant should meke en
inguisy as to the sistus of the applicstion.

Examiner Note:
(1) Maximum period for suspension is 6 months.
(2) The Group Director should approve all second or subseguent sugpensions.

7.54 Suspension of Action, Applicans’s Request

Pursuant to applicani’s request filed on [1], action by the Office is suspended
on this application under37 CFR 1.103(a) for a period of {2] months, Attheend
of this period, applicant is required to notify the examines and request contina-
ance of prosecution or & further suspension. See MPEP 709.

Examiner Note:
(1) Mazimum period of suspension is 6 months.
(2) Only the Group Director can grant second or subsequent suspensions.

755 Petition for Suspension, Not Sufficiens

Applicant’s petition for suspension of action inthis application under 37 CFR
1.103(a) is denied because applicant has failed to present good and sufficient
csuse therefor,

700 - 42

zumeforreplyawlws o




;| EXAMINATION OF APPLICATIONS 4/, 1¢

1N & .pe.. EPEARS o
-31 ‘CFR L.17G); usepmguph? 99

756 Petition for Suspension, >Not Praper< A

Apphcanl's request for mspeuxxmof action in'this. apphcmon tmder 37CFR
1:103(s) iz denied as being i improper. K sugpension of acion spplies anly toan
lmpendmg action by the examiner. Acticn cannot be suspended in m.@hu-
uon awaumg a response by l.be apphcmt. See MPEP 709

709.01 Overlappmg Applications by Same
- - Applicant or Owned by Same Assignee

Examiners should not consnder ex parte, when raised by an
applicant, questions which are pending before the Office in inter
partes proceedings involving the same applicant. (See Ex parte
Jores, 1924 C.D. 59; 327 0.G. 681.)

Because of this where one of several applications of the same
inventor which contain overlapping claims gets into an interfer-
ence it was formerly the practice to suspend action by the Office
on the applications not in the interference inaccordance with Ex
parte McCormick, 1904 C.D. 575; 113 O.G. 2508.

However, the betier practice would appear to be to reject
claims in an application related to another application in inter-
ference over the counts of the interference and in the event said
claims are not cancelled in the cutside application, prosecation
of said application should be suspended pending the final
determination of priority in the interference.

If, on the other hand applicant wishes to prosecute the outside
application, and presents good reasons in support, prosecution
should be continued. Ex parte Bullier, 1899 C.D. 155, 88 O.G.
1161; In re Seebach, 1937 C.D. 4985, 484 O.G. 503; In re
Hammell, 1964 C.D. 733, 808 O.G. 25. See >MPEP< §

1111.03. See also >MPEP< § 804.03.

710 Period for Response [R-6]

35U.5.C. 133. Time for prasecsding application..

Upon failure of the applicant to prosecuze the application within six months
after any action therein, of which notice has been given or mailed o the
spplicant, or within such shorter time, not less than thisty days, as fixed by the
Commisgsioner in such action, the application shell be regarded as sbandoned by
the pasties theseto, unfess it be shown so the satisfaction of the Commissioner
that such delay was unavoidable.

38 U.S.C. 267. Time for taking action in Government applications.

Nowwithstanding the provisions of sections 133 and 151 of this title, the
Commissioner may extend the time for taking any action 1o three years, when
an application has become the property of the United States snd the head of the
appropriate depariment or agency of the Govemment has cenified to the
Commissionerthat the invention disclosed therein is importantto the armament
or defense of the United States.

Sce >MPEP< Chapter 1200 for period for response when
appeal is taken or court review sought.
> Extension of time under 35 U.S.C. 267 is decided by the

Director of Group 220.<
710.01 Statutory Period [R-6]

37 CFR 1.135. Abandonment for failure 1o vespond within time limit.
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710.01(8)
tespond within t.he time

napplication t save it from abandonment pursuam w0

paragmph (a) of this sectionmustinclude such complets and properaction asthe

condition :of the case may; require. ‘The admission of -an:gmendiment not
Offi i

P () thumbythenpﬂxcmtuabomf‘dctmptw mmdmdto

advance the case to final action, and is substantiaily & complete response tothe
Office action, bat consideration of some matier or comphance with some

}n:quuemcm has been madwrtent.y omitted, opportunity 1o explain and supply

the omission may be given before the question of sbandonment i§ considered. *®

The maximum statutory period for response to an Office
action is six months, 35 U.S.C. 133. Shortened periods are
currently used in practically all cases, see >SMPEP< § 710.02(b).

>37 CFR<*1.135 provides that if no response is filed within
the time set in the Ofiice action under >37 CFR< § 1.134 oras
itmay beextended under>37 CFR< § 1,136, the application will
be abandoned unless an Office action indicates that another
consequence, such as disclaimer, will take place.

Paragraph (c) has been amended o add that applicant’s reply
must be a bona fide attempt to respoad as well as 1o advance the
case to final action in order for applicant to be given an
opportunity o supply any omission.

710.01(a) S[tétg%ory Period, How Computed

The actual time taken for response is computed from the date
stamped or printed on the Office action to the date of receipt by
the Office of applicant’s response. No cognizance is taken of
fractions of a day and applicant’s response is due on the
corresponding day of the month six months or any lesser number
of months specified after the Office action.

Response to an Office action with 2 3 month shortened
statutory period, dated November 30 is due on the following
February 28 (or 29 if it is a leap year), while a response to an
Office action dated February 28 is due on May 28 andnoton the
last day of May. Ex parte Messick,1930 C.D. 6; 400 0.G. 3.

A one month extension of tirn extends the time for response
to the date corresponding to the Office action date in the
following month. For example, a response to an Office action
mailed on January 31 with a3 month shortened statutory period
would be due on April 30. If aone month extension of time were
given, the response would be due by May 31. The fact that April
30 may have been a Saturday, Sunday, or federal holiday has no
effect on the extension of time. Where the period for response
is extended by some time period other than “one month” or an
even multiple thereof, the persor; gianting the cxtension should
indicate the date upon which the extended period for response
will expire.

>When a timely response is ultimately not filed, the applica-
tion is regarded as abandoned after midnight of the date the
period for response expired. In the above example where May
31 is not a Saturday, Sunday or Federal holiday and no further
extensions of time obtaincd prior to the end of the 6 month
statutory period, the application would be abandoned as of June
1. The fact that June 1 may be a Saturday, Sunday or Federal
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’days However, if the period endé on "a Saturday, Sunday,/

Federal holiday, dwmsponse:snmelynfnmﬁledonﬂwnext :

‘succeeding bumness day.
The date of recexp{ ofa response to an Office : acnon is glven
by the “Office date” stamp which appears on the responding

paper.

in some cases the examiner’s leiter does not determine the
beginning of a statutory response period. In all cases where the
statutory response period runs from the date of a previous
action, a statement to that effect should be includzd.

Since extensions of time are gvailable pursuant to >37 CFR<
& 1.136(a), it is incumbent upon applicants torecognize the date
for response so that the proper fee for any extension will be
submitted. Thus, the date vpon which any response is due will
normally be indicated only in those instances where the provi-
gions of >37 CFR< § 1.136(a) are not available. See >MPEP<

Chapter 2200 for reexamination proceedings.
710.02 Period and

Shortened Statutor
omputed [R-6]

Time Limit Actions

37CFR 1.136 Filing of timely vesponses with petition and fee for extension of
time and extensions of time for cause.

() If an applicant iz required to respond within 2 non-statutory or shortened
stattory time period, applicant may respond up to four months afier the time
pesiod st if 8 petition for an extension of timeand thefee setin § 1.17 are filed
prioe to of with the response, unless (1) applicant is notified othervise in &n
Office action or (2) the application is invalved in en interference declared
pursuant i § ¢>1.611<. The date on which the response, the petition, end the fee
have been filed is the date of the reeponse and also the date for purposes of
detemnining the period of extension and the corresponding emount of the fee.
The enpirstion of the time period is determined by the amoust of the fee paid.
Innocate may an apphmzmpmdlaxerdm the maximerm tirne period set by
stanute, or be granted an eatension of tibne under paragraph (b) of this section
wher the provisions of this paragraph are svailable. >See $1.645 for extension
of time in interference proceedings, and §1.550(c) for extension of time in
reexaamination proceedings.<

(b) When a response with petition and fee forextension of time cannot be filed
pursuant 16 paragraph (a) of this section, the time for response will be extended
only for sufficient cause, and for a reasonable time specified. Any request for
such exension must be filed on or before the day on which action by the
applicant is due, but in no case will the mere filing of the request effect any
extension. In no case can any extension carry the date on which response to an
Office action is duebeyond the maximum time period set by statste or be granted
when the provisions of peragraph (a) of this section sre evailable. See §
»1.645<* for extension of time interference proceedings >and §1.550(c) for
extension of time in reexsamination proceedings<,

»37 CFR<*1.136 implements 35 U.S.C. 41(a) (8) which
directs the Commissioner to charge fess for extensions of time
to take action in patent applications.

Under >37 CFR<* 1.136 (35U.S.C. 133) an applicant may be
required to respond in a shorter period than six months, not less
than 30 days. Some situations in which shortened periods for
response are used are listed in >SMPEP< § 710.02(b).

In other situations, for example, the rejection of a copied
patent claim, the examiner may require applicant to respond on
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710 Oz(c) Theume limitrequirement should betypedmcap:ml
letters where required.
An indication of a shorteniéed ume for reply should appeen'

.prominently on the first page of all copies of actions in which a
shortened time for reply-has been. set 50. that a pason merely
' scanning the action can easnlyseelt '

>37 CFR<* 1.136 provndes for two dlSllﬂCl. procedums w

exiend the period for action or response in particuiar situations.
The procedme which s avaﬂable foruseinaparticular situation

will depend upon the circumstances. >37 CFR<* 1.136(a) per-
mits an applicant to file a petition for extension of ime and a fee
asin >37 CFR<* 1.17 (a), (b). (c), or (d) up to four months after
the end of the dme period set to take action except (1) where
prohibited by statute, (2) in interference proceedings, or (3)
where applicant has been notified otherwise in an Office action.
The petition and fee can be filed prior to or with the response.
The filing of the petition and fee will extend the time period to
take action up to fourmonths dependenton the amountof the fee
paid except in those circumstances noted above. >37 CFR<*
1.136(a) will effectively reduce the amount of paperwork re-
quired by applicants and the Office since the extension will be
effective upon filing of the petition and payment of the appro-
priate fee and without acknowledgment or action by the Office
and since the petition and fee can be filed with the response.
Paragraph (b) provides for requests for extensions of time upoa
a showing of sufficient cause when the procedure of paragraph
(a) is not available. Although the petition and fee procedure of
>37CFR<* 1.136(a) will normally be available within4 months
after a set period for response has expired, an extension request
for cause under >37 CFR<* 1.136(b) must be filed during the
set period for response. Extensions of time in in interference
proceedings are governed by >37 CFR<* >1.645<.
Shortened statutory periods and time limits are subject to the
provisions of § 1.136(a) unless applicant is notified otherwise in
an Office action. See Chapter 2200 for reexamination proceed-

ings.

710.62¢{b) Shortened Statutory Period:
Situations in Which Used [R-6]

Under the authority given him by 35 U.S.C. 133 the Commis-
sioner has directed the examiner to set a shoriened period for
fesponse to every action. The length of the shortened statutory
period to be used depends on the type of response reguired.
Some specific cases of shortened statutory period for response
to be given are:

THIRTY DAYS

Requirement for restriction or election of species — no claim
rejected .....>MPEP< §§ 809.02(a) and 817.

TWO MONTHS

Winning party in terminated interference to reply to
unanswered Office action .....>MPEP §2363.02<*
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to the Office acn i

When an apphca‘ ] isin condmon for allowance except as
to mattgrs of form sm:h as ‘correction of specxﬁcanon, anew
oath, etc., the case will be considered speciai and promptaction
taken torequxrecmecﬁcaoffonnalmancrs Suchaction should
include an mdlcauon on the first page of form letter PTOL-326
that prosecution on the merits is closed in accordance with the
decision in ex parte Quayle, 1935C.D. 11;453 0.G.213. A two
month shortened statutory period for response should be set.

Multiplicity re}ectum — o other rejection........ >MPEP< §
706.03(D)

A new ground of rejection in an examiner’s answer on appeal
...... >MPEP< § 1208.01

THREE MONTHS

To respond to any Office action on the merits.

PERIOD FOR RESPONSE RESTARTED

Incorrect citation by examiner — regardless of time remain-
ing in original period ... >MPEP< § 710.06

The above periods may be changed under special, rarely
occurring circumstances.

A shortened statutory period may not be less than 50 days (35
U.S.C. 133).

710.02(c) Tlme-anlt Actions: Situations
in Whick Used [R-6]

Asstated in >MPEP< § 710.02,35U.S.C. 6 provides authority
for the Commissioner to establish rules and regulations for the
conduct of proceedings in the Patent and Trademark Office.
Among the sules are certain situations in which the examiner
sets a time limit within which some specified action should be
tzken by applicant. Some situations in which a time limnit is set
are;

(a) A portion of 37 CFR *>1.605(a)< provides thatin suggest-
ing claims for interference:

% 3 The spplicent 1o whom the claim is suggested shall amend the spplication
by presenting the suggested claim within & time specified by the exemniner, not
fess than one month. Failure or refusel of an spplicant to timely present the
suggested elaim shall be teken without fusther ection as a disclaimer by the
applicant of the invention defined by the suggested claim.<

See § ¥>2305.02<. **

37 CFR 1.135(c). When sction by the applicant is & bona fide attempi to
respond and 1o advance the case to final action and is substantially a compleie
response Lo the Office action, but consideration of some malter or compliance
with some requirement has beer: inadvertently omilted, opportunity to explain

710 oz(d)’

tently omiited”. Once an inadvertent omission is bmunm tothe
amnucw @fdwapphcant, thequesucm of madvertencenolonger
exxsts 'I‘herefore, ‘furthér time o complete ‘the responsaa
would notbe appropnate un Ar,v37 CFR 1. 135(c). Accordmgly.
noextension of time will be granted in these situations and *>37
CFRc< 1:136(z) is not appli "-ble See >MP1.-.P<§ 716 02(6, '

“See SMPEP< §714.03.

(€) Apphcantlsngen one month ortheremamderof thepenod
for responsz, whichever is longer, to remit any additional fees
required for the submission of an amendment in response to an
Office action.

See >MPEP< §§607 and 7 14.03.

(d) Tocorrect an unsigned amendment, applicant is given the
remainder of the period for response.

If a signed copy is filed after the period for Tesponse, an
extension of time with fee under >37 CFR< § 1.136(a) is
required. .

See >MPEP< § 714 01(a).

() Where an application is otherwise allowable but -ontains
a traverse of a requirement to restrict, one month is given to
cancel claims to the nonelected invention or species or take
other appropriate action. See 37 CFR 1.141 and 1.144, and
>MPEP< §§ 809.02(c) and 8§21.01.

710.02(d) Difference Between Shortened
Statutory and Time-Limit Periods [R-6]

The distinction between a limited time for reply and a short-
ened statutory period under 37 CFR 1.136 should not be lost
sightof. The penalty attaching to failure to reply within the time
limit (e.g., from the suggestion of claims**) is lossof the subject
matter involved on the doctrine of disclaimer. A rejectionon the
ground of disclaimer is appealable. On the other hand, a com-
plete failure to respond within the set statutory period results in
abandonment of the entire application. This is not appealable,
but a petition to revive may be granted if the delay was
unavoidable. Further, where applicant responds a day or two
after the time limit, this may be excused by the examiner if
satisfactorily explained; but a response one day late in a case
carrying a shortened statutory period under *>37 CFR< 1.136,
no matier what the excuse, results in abandonment; however,
any extension of the period may be obtained under 37 CFR
1.136 provided the extension does not go beyond the six
months’ period from the date of the Office action, **

s>Time periods such as time periods for responding o a
requirement for information or filing a brief on appeal to the
Board of Patent Appeals and Interferences are normally subject
to 37 CFR 1.136(a), but, in exceptional circumstances, addi-
tional time may be granted under 37 CFR 1.136(b) where no
further time is available under 37 CFR 1.136(a). This is possibie
since these periods are not statutory periods subject to the
requirement of 35 U.S.C. 133, See MPEP § 710.02(e).<
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aamw,mbegmwdmmmnmofumemderpmgnph (b) of this section
when the provisions of this paragraph are available. >See §1.645 for extension
of time in inerference proceedings, and §‘l 550(c) forexwtmonofnme in

reevmmination proceedings.<

{b) When ampmsewuhpamm mdfeefmenmsmofmmmbeﬁled
parsuss to paragraph (s) of this section, the time for response will be criended
only for sufficient cause, and for 8 reasonable time specified. Any requést for
voch exiension must be filed on or before the day on which action by the
spplicant is due, but in no case will the mere filing of the request effest eny
extension. In no cave can any extension carry the date on which response 1o an
Oﬁ'wemmlsdmbcymdﬂwmmmmpcmdmbymmwabegmwd
when the provisions of peragraph (s} of this section are available. See §
>1.645<* for extension of time inerference proceedings >and §l.550(c) for
extension of time in reexamination proceedings<.

>37 CFR<*1.136 provides for two distinct procedures to
extend the period for action or response in paniculdr situations.
The procedures which is available for use in a particular situ-
ation will depend upon the circumstances. >37 CFR<* 1.136(a)
permits an applicant to file a petition for exteasion of time and
afee asin>37 CFR<* 1.17 (a), (b}, (c), or (d) up to four months
after theend of the time period set to take action except (1) where
prohibited by statute, (2) in interference proceedings, or (2)
where applicant has been notified otherwise in an Office action.
The petition and fee >must be filed within the extended time
period for response requested in the pedition and< can be filed
prior to or with the response, The filing of the petition and fee
will extend the time period to take action up to four months de-
pendent on the amount of the fee paid except in those circum-
stances noted avove. >37 CFR<* 1.136(a) will effectively
reduce the amount of papeswork required by applicants and the
Office since the extension will be effective upon filing of the
petition and payment of the appropriate fee and without ac-
knowledgment or action by the Office and since the petition and
fee can be filed with the response. Paragraph (b) provides for
requests for extensions of time upon a showing of sufficient
cause when the procedure of paragraph (a) is not available,
Although the petition and fee procedure of >37 CFR<* 1,136(a)
will normally be available within 4 months after a set period for
response has expired, an extension request for cause under >37
CFR<* 1,136(b)must be filed during the setperiod for response.
Extensions of time in interferzace proceedings are governed by
37 CFR 1.645<*%,

It should be very carefully noted that neither the primary
examiner nor the commissioner has authority to extend the
shortened statutory period unless a petition for the extension if
filed. While the shortened period may be extended within the
limits of the statutory six months’ period, no extension can
operate to extend the time beyond the six months,
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a claim is suggested for mterference). 3) lhosc spec;ﬁc sity-
ations where an Oft‘ ice action states that the provzsrons of >37
CFR<* 1. l36(a) are not apphcable, €8 i reissue apphcauons
associated with. lmganon. or where an apphcaaon inallowable
condition has non-elected claims and time is set to. cancel such
claims, and 4) those limited instances where applicant is given
time to complete an incomplete response pursuant to >37
CFR<* § 1.135(c).

The fees for extensions of time are set fonh in >37 CFR<*
1.17(a)-(d) and are subject to a 50 per cent reduction for persons
or concerns qualifying as small entities. The fees itemized at
>37CFR<* 1.17(a)-(d) are cumulative, Thus, if an applicant has
paid a >8§56< extension fee for a one month extension of time
and thereafier decides that an additional one month ( >37
CFR<* 1.17(b)) is needed, a fee of >$114< would be the
appropriate and proper fee (>$170< less the amount paid
(>$56<) for the first one month).

The statute at 35 U.S.C. 41(a)(8) requires the filing of a
petition to extend the time and the appropriate fee. Such a
petition need not be in any required format. A proper petition
may be a mere sentence such as

“The applicant herewith petitions the Commissioner of Patents
and Tredemarks to extend the time for response to the Office action
dated — — for — —month(s) from -~ — 10 — — . Submitted
herewith is & check for -— — 10 cover the cost of the extension
[Please Charge my deposit account number — — in the amount of
~= = (0 cover the cost of the extension. Any deficiency or
overpayment should be charged or credited to the above numbered
deposit account.]’

Where applicant desires to file a ccatinuing application rather
than a response to a given action by the examiner, it is appropri-
ate to merely file a petition to extend the time along with the
proper fee in the pending application and file the continuing
application during the extension period. Itis notnecessary tofile
a response in the pending application. The petition plus fee
provides the time for applicant to take whatever action is
appropriate. Desirably, applicant should expressly abandon the
prior application afier the filing of the continuing application.

Where a response is filed afier the set period for response has
expired and no petition or fee accompanies it, the response will
not be accepted as timely until the petition and the appropriate
fee are submitted. The response, when filed late, must include
both the petition and the fee. If either is missing, the response is
not acceptable until such time as the missing petition or fee is
submitted. For example, if an Office action sets a three month
period for response and applicant responds in the fourth month
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1.136(b) are possible. Any such extensnon must be ﬁled on or
before the day on which action by the apphcanns due. The mere
filing of such a request will not effect any extension. 'All such
requests are io be decided by the Group Director. No extension
can operate to extend the time beyond the six month statutory

If a request for extension of time is filed in duplicate and
accompanied by a stamped return-addressed envelope, the
Office will indicate the action taken on the duplicate and return
it promptly in the envelope. Utilization of this procedure is
optional on the part of applicant. In this procedure, the action
taken on the request should be noted on the original and on the
copy which is to be returned. The notation on the original, which
becomes a part of the file record, should be signed by the person
granting or denying the extension, and the name and title of that
person should also appear in the notation on the copy which is
returned to the person requesting the extension.

When the request is granted, no further action by the Office is
necessary. When the request is granted in part, the extent of the
extension granted will be clearly indicated on both the original
and on the copy which is to be returned. When the request is
denied, the reason for the denial will be indicated on both the
original and on the copy which is to be retumed or a formal
decision letter giving the reason for the denial will be forwarded
promptly after the mailing of the duplicate.

If die period for response is extended, the time extended is
added to the last calendar day of the original period, as opposed
to being added to the day it would have been due when said last
day is a Saturday, Sunday or Federal holiday,

If the request for extension of time is granted, the due date is
computed from the date stamped or printed on the action, as
opposedtotheoriginal due date. See *>MPEP §< 710.01(a). For
example, 2 response (o an action with a 3 month shortened
statntory period, dated November 30, is due on the following
February 28 (or 29, if itis aleap year). If the period for response
is extended an additional month, the response becomes due on
March 30, not on March 28.

For purposes of convenience, a request for an extension of
time may be personally delivered and left with the appropriate
area to become an official paper in the file without routing
through the mail room, The person who accepts the request for
an extension ef'time wili have it date stamped.

If duplicate copies of a request for an extension of time under
>37 CFR<* 1,136(b) are hand delivered to an examining group,
both copies are dated, either stamped approved or indicated as
being approved in partor denied, and signed. The duplicate copy
is returned to the delivering person regardless of whether the
request was signed by a registered attorney or agent, either of
record or acting in a representative capacity, the applicant or the
assignee of record of the entire interest.
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{21. This' spplication will ‘become sbandoned’ unless spplicant obising &n
exizasion of tme 10 reply to the last Office action under 37 CEFR 1.136(z).

Ezsminer Note:
Since the provisions of 37 CFR 1.136{s) do not gpply to reexsmination
applications or 1o litigation related reissue spplications, do not use this para-

greph in these applications.
FINAL REJECTION — TIME FOR RESPONSE

On October 1, 1982, pursuant to Public Law 97-247, the
Patentand Trademark Office discontinued the previous practice
in patent applications of extending without fee the shortened
statutory period for response to a final rejection upon the filing
of a timely first response to a final rejection (37 CFR 1.116).
Since October 1, 1982, applicants are able to obtain additional
time for a first or subsequent response to a final rejection by
petitioning and paying the appropriate fee under 37 CFR
1.136{a), provided the additional time does not excee . ihe six
month statutory period.

In order to continue to encourage the carly filing of any first
response after a final rejection and to take care of any situations
in whichthe examiner does not timely respond toa firstresponse
after final rejection which is filed early in the period foz
response, the Office haschanged the manner in which the period
for response is set on any final rejection mailed after February
27, 1983.

Under the changed procedure, if an applicant initially re-
sponds within two months from the date of mailing of any final
rejection setting a three-month shortened statutory period for
response and the Office does not mail an advisory action until
after the end of the three-month shortened statutory period, the
period for response for purposss of determining the amount of
any extension fee will be the date on which the Office mails the
advisory action advising applicant of the status of the applica-
tion, but in no event can the period extend beyond six months
from the date of the final rejection. This procedure will apply
only to a first response to a final rejection and has been
implemented by including the following language in each final
rejection mailed after February 27, 1983,

A SHORTENED STATUTORY PERIOD FOR RESPONSETO
THIS FINAL ACTION IS SET TO EXPIRE THREE MONTHS
FROM THE DATE OF THIS ACTION. IN THEEVENT A FIRST
RESPONSE IS FILED WITHIN TWO MONTHS OF THE MAIL-
ING DATE OF THIS FINAL ACTION AND THE ADVISORY
ACTION IS NOT MAILED UNTIL AFTER THE END OF THE
THREE-MONTH SHORTENED STATUTORY PERIOD, THEN
THE SHCRTENED STATUTORY PERIOD WILL EXPIRE ON
THE DATE THE ADVISORY ACTION IS MAILED, AND ANY

EXTENSION FEE PURSUANT TO 37 CFR 1.136{e) WILL BE
CALLCULATED FROM THE MAILING DATE OF THE ADVI-
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mails anadvisory action before the end of three months from the
date of mailing of the final rejection, the sortened statutory
period will expire at the end of three months from the date of
mailing of the ﬁnal rejecuon In such a case, zny extenision fee
would then be calculated t_‘tom the énd of the mtef-memh
period. If the examiner, however, does not mail an advisory
action until after theend of three months, the shortened statutory
period will expire on the date the examiner mails the advxsory
action and any extension fee may be calculated from that dase.
See also >MPEP< § 706.07(f).

EXTENSIONS OF TIME TO SUBMIT AFFIDAVITS
AFTER FINAL REJECTION

Frequently, applicantsrequestan extension of time, stating as
areason therefor that more time is needed in which to submit an
affidavit. When such a request is filed after final rejection, the
granting of the request for extension of time is without prejudice
to the right of the examiner to question why the affidavit is now
necessary and why it was not earlier presented. If applicant’s
showing is insufficient, the examiner may deny entry of the
affidavit, notwithstanding the previous grant of an extension of
time to submit it. The grant of an extension of time in these
circumstances serves merely to keep the case from becoming
abandoned while allowing the applicant the opportunity (o
present the affidavit or 1o take other appropriate action. More-
over, prosecution of the application to save it from abandon-
ment must include such timely, complete and proper action as
required by 37 CFR 1.113.The admission of the affidavit for
purposes other than allowance of the application, or the refusal
toadmittheaffidavit, and any proceedingsrelative thereto, shall
not operate to save the application from abandonment.

Implicitin the above practice is the fact that affidavits submit-
ted after final rejection are subject to the same treatment as
amendments submitted after final refection. fn re Affidavit Filed
After Final Rejection, 152 USPQ 292, 1966 C.D. 53.

Failure to file aresponse during the shortened statutory period
results in abandonment of the application.

REQUIREMENT FOR A RESPONSE UNDER 37 CFR
1.136 AND 1.137 WHERE CONTINUING APPLICATION
IS BEING PILED

In those instances where an extension of time or a revival of
an abandoned application is sought solely for the purpose of
filing a continuing application under 25 U.S.C. 120 and where
the prior application is to be abandoned in favor of the continu-
ing application, the filing of a response 25 sequired by 37 CFR
1.111, 1.113, 1.192 or other regulation i¢ considered to be an
unnecessary expenditure of re-Gu: 26» by ikt applicant. Accord-
ingly, in these situations, the Patent and Trademark Office will
accept the filing of a continuing application as a sesponse under
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EX’I'ENSION OF TIME APTER PAYMENT OF ISSUE FEE

The statutory (non-extendable) time period for paymentofthe
issue fee is three months from the date of the Notice of Allow-
ance (35 U.S.C. 151). In situations where informalities such as
drawing corrections or submxssnon of supplemental or corrected
declarations are outstanding after expiration of the three month
period for payment of the issue fee, extensions of time under 37
CFR 1.136(a) are available for up to three months beyond the
due date for payment of the issue fee in order to correct such
informalities.<

710.04 Two Periods Running

There sometimes arises a situation where two different peri-
ods for response are running against an application, the one
limited by the regular statutory period, the other by the limited
period set in a subsequent Office action. The running of the first
period is not suspended nor affected by an ex parte limited time
action or even by an appeal therefrom. For an exception,
involving suggested claims, sce >MPEP § 2305.03<*.

710.04(a) Copying Patent Claims [R-6]

Where, in an application in which there is an unanswered
rejection of record, claims are copied from a patent and all of
these claims are rejected there results a situation where two
different periods for response are running against the applica-
tion. One period, the first, is the regular statutory period of the
unanswered rejection of record, the other period is the limited
geriod set for response to the rejection (either first or final)**,
Thedate of the Iast unanswered Office action on the claims other
tha; the copied patent claims is the controlling date of the
statutory period. (Ex parte Milton, 164 Ms. D. 1,63 USPQ 132
and Exparte Nelson, 164 Ms. D. 361,26 1.P.0.S. 564.) See also
>MPEP § 2305.02<*,

710.05 Period Ending on Saturday, Sunday
or a Federal Holiday

35 US.C. 21 Filing date and day for taking action.

Bhhhd
(b) When the day, or the last day, for uking any action or paying any fee in
the United States Patent and Trademark Office falls on Saturday, Sunday, ora
Federal holiday within the District of Columbia the action may be taken, or the
fee paid, on the next succeeding secuiar or business day.

37CFR 1.7.Timesfor 1aking action; Expiration on Saturday, Sunday, or Federal
holiday.

Whenever periods of time are specified in this part in days, calendar days are
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The Federal hohdays are: New Year s Day, January I
Washington’s Birthday, the third Monday in February; Memo-
rial Day, the last Monday in May; Independence Day, July 4;
Labor Day, the first Monday in September; Columbus. Day, the
second Monday in October; Veteran’s Day, November 11;
Thanksgiving Day, the fourth Thursday in November; Christ-
mas Day, December 25; Inauguration day (January 20, every
four years). Whenever a Federal holiday falls on a Sunday, the
following day (Monday) is also a Federal holiday, Ex Otder
10,358; 17 F.R. 5269; 5 U.S.C. 6103.

When aFederal holiday falls on a Saturday, the preceding day,
Friday, is considered 1 be a Federal holiday and the Patent and
Trademark Office will be closed for business on that day (5
U.S.C. 6103). Accordingly, any action or fee due on such a
Federal holiday Friday or Saturday is to be considered timely if
the action is taken, or the fee paid, on the next succeeding day
which is not a Saturday, Sunday or a Federal holiday.

When an amendment is filed a day or two later than the
expiration of the period fixed by statute, care should be taken to
ascertain whether the last day of that period was Saturday,
Sunday or 2 Federal holiday and if so, whether the amendment
was filed or the fee paid on the next succeeding day whichis nota
Saturday, Sunday or a Federal holiday.

An amendment received on such succeeding day which was
due on Saturday, Sunday or Federal holiday is endorsed on the
file wrapper with the date of receipt. The Saturday, Sunday or
Federal holiday is also indicated.

710.06 Miscellaneous Factors Determining
Date [R-6]

Where the citation of a reference is incorrect and this error is
called to the attention of the Office before the expiration of the
period for response, a new period for response starts from the
date of the Office letter giving the cosrect citation and forward-
ing the correct copy. The previous period is restarted regardless
of the time remaining. See >MPEP< § 707.05(g) for the manner
of correcting the record where there has been an erroneous
citation.

Where for any reason it becomes necessary to remail any
action ( >MPEP< § 707.13), the action should be correspond-
ingly redated, as it is the re-mailing date that establishes the
beginning of the period for response. Ex parte Gourtoff, 1924
C.D. 153,329 O.G. 536.

A supplementary action after a rejection explaining the refer-
ences more explicitly or giving the reasons more fully, even
though no further references are cited, establishes a new date
from which the statutory period runs.

If for any other reason an Office action is defective in some
matter necessary for a proper response, applicant’s time to
respond begins with the date of correction of such defect.
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"'11 Abandonment [R 6]

37 CFR 1.135. Abardonment for failure to re.rpond wulun time limit.

(2} If an applicant of a patent application faiis to respond within the time
petiod provided under §§ 1.134 snd 1.136, the application will become aban-
doned unless an Office action indicaies otherwise.

{b) Prosecution of an application to seve it from sbandonrment pursusni o
paragraph (a}of this section must include such complete and properaction asthe
condition of the case may require. The admission of an amendsent not
responsive to the last sction, or refusal to &dinit the same, and any proceedings
relative thereto, snall not operate o save the application from shandonment.

(cy When action by the applicant is a bone fide sitempt to respond end to
advance the case to final action, and is substantislly a complete response tothe
Office action, but consideration of some matter or complience with some
requirement hac been inadveriently omitied, opportunity to explain end supply
the armission mey be given before the question of ebandonment is considered.
By

37 CCFR 1.138. Express abandonmasrs,

ax applicstion may be expressly cbandoned by filing in the Patent and
Trademark Office & written declaration of abandonment signed by the spplicant
** and the assignee of record, if any, >and< identifying the application. **An
application may also be expressly shandoned by filing & written declaration of
sbandonment signed by the attomey or agest of record, A registered attomey or
agent scting under the provision of § 1.34(s), or of record, may also expressly
ebandon & prior gpplication as of the filing date granted to & comtinuing
application when filing such & continuing application, Expeess abandonment of
the application may not be recoynized by the Office unless itis sctually received
by sppropriate officials in time to act thereon before the date of issue.

Abandonment may be either of the invention or of an applica-
tion. This discussion is concerned with abandonment of the
application for patent.

An gbandoned application, in accordance with 37 CFR 1.135
and 1.138, is one which is removed from the Office docket of
pending cases through:

1. formal abandonment

a. by the applicant (acquiesce3 in by the assignee if there be
one), or

b. by the attorney or agent of record including an associate
attorney or agent appointed by the principal attorney or agent
and whose power is of record but not including a registered
attorney of agent acting in a representative capacity under 37
CFR 1.34(a) >except where a continuing application is filed<;
or

2, failure of applicant to take appropriale action within a
specified time at some stage in the prosecution of the case.

Where an applicant, himself or herself, formally abandons an
application and there is a corporate assignee, the acquiescence
must be made through an officer whose official position is
indicated,

See >MPEP< § 712 for abandonment for failure to pay issue
fee.
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of record; -if ‘any, cansign an: express abandonment. It is
imperative that the attorney.or-agent.of record exercise every
precaution in ascertaining that the abandonmcm of the applica-
tion is in accordance with the desires and best interests of the
applicant prior to signing a letter.of express abandonment of a
patent application. Moreover, special care should be taken to
insure thai the appropriate application is correctly identified in
the letter of abandonment,

A letter of abandonment properly signed becomes effective
when an appropriate official of the Office takes action thereon.
When so recognized, the date of abandonment may be the date
ofrecognitionor adifferent date if so specified in the letteritself.
For example, where a continuing application is filed with a
request to abandon the prior application as of the filing date
accorded the continuing application, the date of the abandon-
ment of the prior application will be in accordance with the
request once it is recognized.

Actionin recognition of an express abandonment may take the
form of an acknowledgment by the examiner or the Publishing
Division of the receipt of the express abandonment, indicating
that it is in compliance with 37 CFR 1.138. Alternatively,
recognition may be no more than the transfer of drawings w: a
new application pursuant toinstructions which include arequest
to abandon the application containing the drawings to be trans-
ferred (see 37 CFR 1.60 and >MPEP< § 608.02(1)).

It is suggested that divisional applications being submitted
under 37 CFR 1.60 be reviewed before filing to ascertzin
whether the prior application should be abandoned. Care should
be exercised in situations such as these as the Office looks on
express abandonments as acts of deliberation, intentionatly
performed.

Applications may be expressly abandoned as provided for in
>37 CFR<* 1.138. When a letter expressly abandoning an
application (not in issue) is received, the examiaer should
acknowledge receipt thereof, indicate whether it does or does
not comply with the requirements of >37 CFR<* 1.138.

>The filing of a request for a continuing application under 37
CFR 1.62(g) is considered to be arequest to expressly abandon
the prior application as of the filing date granted the coniinuing
application.<

Form Paragraph 7.88 may be used o acknowledge proper
express abandonments,

7.88 Acknowledge Express Abandonment

Thig application is abandoned in view of the letter of express sbandonment
complying with 37 CFR 1.138 filed on (1],

If the letter expressly abandoning the application does comply
with >37 CFR<*1.138, the examiner should respond by using
form PTOL-327 and by checking the appropriate boxes which
indicate that the letter is in compliance with >37 CFR<* 1.138
and that the application is being forwarded to the Files Reposi-
tory. The examiner’s signature may appear at the bottom of the
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'l‘beknerﬁledon[l]doesnotmply wnh the requucmenu of 37CFR 1.138,
md mcn-,fon: is not a proper letter of express abandonment.

* Examiner Note: *- ' '
The reasons why the lenter fails 1o oomply with >37 CFR<* 1. 138 must be

fully explained.

Inviewof thedoctnne set fonh in ExparteLasscelI 1884C.D.
66,29 0.G. 861, anamendmentcanceling all of the claims, even
though said amendment is signed by the applicant himself and
the assignee, is not an express abandonment. Such an amend-
ment is regarded as non-responsive and should not be entered,
and applicant should b2 notified as explained in >MPEP< §§
714.03 to 714.05. But see >MPEP< § 608.02(i) for situation
where >an< application is abandoned along with transfer of
drawings to a new application.

An attomey or agent not of record in an application may file
a withdrawal of an appeal under >37 CFR<* 1.34(a) except in
those instances where such withdrawal would result in aban-
donment of the application. In such instances the withdrawal of
appeal is in fact an express abandonment **,

AFTER NCTICE OF ALLOWANCE

Letters of abandonment of allowed applications are acknowl-
edged by the Publishing Division.

>37 CFR<* 1.313 provides that an allowed application will
not be withdrawn from issue except by approval of the Commis-
sioner, and that after the iss.e fee has been paid and the patent
to be issued has received its date and number, it will not be
withdrawn for any reason except (1) mistake on the part of the
Office, (2) a violation of >37 CFR<* 1,56 or illegality in the
application, (3) unpatentability of one or more claims, or (4) for
interference. Se2 >MPEP< §§ 711.05 and 1308. In cases where
>37 CFR<* 1.313 pieciudes giving effect to an express aban-
donment, the appropriate remedy is a petition, with fee, under
>37 CFR<* 1.183, showing an exwaordinary situation where
justice requires suspension of >37 CFR<* 1.313, *#

APPLICATION IN INTERFERENCE

A written declaration of abandonment of the application
signed only by anattorney or agent of record, when the applica-
tion sought to be expressly or formally abandoned is the subject
of an interference proceeding under 35 U.S.C. 135, is nct
effective to terminate the interference, and will not be consid-
ered until after ex parte prosecution is resumed. In order 1o be
effective to terminate an interference proceeding, an abandon-
ment of the application must be signed by the inventor in person
with the written consent of the assignec where there has beenan
assignment, 37 CFR 1.262(b).
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- 711 02 Fa:hxre To. Take;Requxre d
‘ During Statutory.Period :[R-6]

37 CFR i. 135(3) specxﬁm thatan apphcama becomes. ahan-.
doned if apphcant “fails to prosecute his or her applxcanon
within the ﬁxed stammry penod. Tlus faﬂure may result euher
from

1. failure to respond within the statutory period, or /.

2. insufficiency of résponse, i.e., failure to take “complete and
proper action, as the condition of the case may require” within
the statutory period (>37 CFR<* 1.135(b)).

When an amendment is filed after the expiration of the
statutory period, the case is abar.doned and the remedy is
petition torevive it. The examiner should notify the applicantor
attorney at once that the application has been abandoned by
using form letter PTOL-327. The proper boxes on the form
should be checked and the blanks for the dates of the proposed
amendment and the Office action completed. The Jate amend-
ment is endorsed on the file wrapper but not formally entered.
(See >MPEP< § 714.17.)

Form: Paragraph?%mayalsobeused

7.90 Abgndonment, Failure To Respond

This application is abandoned in view of applicant’s failore 1o subemiz 8
responee to the Office action meiled on [1] within the required period fos
responge.

Ezaminer Note:

1. A letter of shandonment should not be mailed until efier the period for
requesiing an exiension of ime under 37 CFR 1.136(s) has expired.

2. In “Pro se” cages see form paragreph 17.10.

To pass on questions of abandonment, it is essential that the
exzminer know the dates that mark the beginning and end of the
statutory period under varying situations. Applicant’s response
must reach the Office within the set shortened statutory period
for reply dating from the date stamped or printed on the Office
letter or within the extended time period obtained under >37
CFR<* 1.136. (See >MPEP< §§ 710 tc 710.06.)

PETITION TO WITHDRAW HOLDING OF
ABANDONMENT BASED ON FAILURE TO
RECEIVE OFFICE ACTION

An allegation that an Office action was not received may be
considered as a petition for the withdrawal of the holding of
abandonment. If the allegation is adequately supported, the
petition may be granted and a new Office action mailed. The
petition should include sufficient data describing the proce-
dures and controls utilized by the addressee when cosrespon-
dence is received from the Patent and Trademark Office. 1f
pussible the addressee should also point out how these proce-
dures and controls were followed in the situation at hand, The
statements of fact setting forth the above must e verified by
affidavit under oath before a Notary Public or, in the alternative,
by declaration in accordance with 37 CFR 1.68. Prior to 1971,
the only relief available to an applicant alleging the non-receipt
of an Office communication, wherein the period for response
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Action.- -
. mot receptive to treating such contentions:as:petiiions for the:

1 71L02(b)
bm‘iexpued was bvwayofapeutmn torevive.The Oﬁicewas

withdrawal of the holding of abandonment regardless of the -
evideiice présentéd in support of e "ontenuon that the Office
action was not received. However, in 1971 the District Court,
DlsmctofColumbla,mDelgarInc v.Schuyler, 172USPQ5 13,
décided that the Commissioner stiould ‘mail'a new Notice of
Allowance in view of the ewdence presemed in support of the
contention that plamuff’ s attomey never recexved the first
Nouce;

711 02(a) Insufﬁclency of Response [R-6]

Ahandonment may result from a situation where applicant’s
reply is within the period for response but is not fully responsive
to the Office action, But see >MPEP< § 710.02(c), par. (c). See
also >MPEP< §§ 714.02 10 714.04.

Form Paragraph 7.91 should be used to notify applicant of an
insufficient response.

791 Reply is Not Fully Responsive, Extension of Time Suggested

Applicant’sreply received {11isnot deemz=d tobe fully responsivetothe prior
Office sction because 12]. Since the period for response set in the prior Office
action has expired, this application will become abandoned unless applicant
corrects the deficiency and obtains an extension of time under 37 CFR 1.136(s).

‘Thedate on which the corrected response, the petition unrder 37 CFR 1.136(32),
and the petition fee are filed will be the date of the response and also the date for
determining the period of exiension and the corresponding amount of the fee. In
80 czse may an applicant respond later than the six month stattory period >or
obiain an extension for more than four months beyond the date of response set
in an Office action<.

Examiner Note:

1. The reasong why the examiner considers there to be a failure 10 take
“complete and proper action” within the statutory period must be set forth in
bracket 2.

2. If the response appears to be a bona fide attempt to respond with an
inadverient omission, donet use this pasagreph. A time limit should be set to

complete the response by using paragraph 7.95.

711.02(b) Special Situations Involving
Abandonment [R-6)

The following situations involving questions of abandonment
often arise, and should be specially noted:

1. Copying claims from a patent when not suggested by the
Patent and Trademark Office does not constitute a response to
the last Office action and will not save the case from abandon-
ment, unless the last Office action relied solely on the patent for
the rejection of all the claims rejected in that action.

2. A case may become abandoned through withdrawal of, or
failure to prosecute, an appeal to the Board of >Pateni< Appeals
sand Interferences<, See >MPEP< §§ 1215.01 10 1215.04,

3. Likewise it may become abandoned through dismissal of
appealtoC.A.F.C.orcivilaction . %re there wasnot filed prior
to such dismissalan amendmentp..* .gthecaseincondition for
issue or fully responsive to the Boaia '« decision. Abandonment
results from failure to perfect an appeal as required by C A F.C.
See >MPEP< §§ 1215.05 and 1216.01.

4. Where claims are suggested for interference near the end of
the period for response running against the case, see § >2305<.
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711.02(&:)

’ _>Mpﬁp<§eosoz(x)

: .Termmatlon of Proceedmgs
- [R=6]

: “’I‘etmmauou of proceedmgs is an expression found in. 35_
U.S.C.120. As there stated, a second appiwanon is consndered
to be copendmg with an earlier case if it is filed before @ t.he‘
parmm.ng, {h) the abandonment of, or {¢) other termination of
proceedings in the earlier case. “Before™ has consistently been
interpreted, in this context, to mean “not later than”™.

In cach of the following situations, proceedmgs are termi-
nated:

1. When the issue fee is not paid and the application is
abandoned tor failure to pay the issue fee, proceedings are
terminated as of the date the issue fee was due and the applica-
tion is the same as if it were abandoned >after midnight< on that
date (but if the issue fee is later accepted, on petition, the
application is revived). See >MPEP< § 712.

2. If an application isin interference involving all the claims
present in the application as counts and the application loses the
interference as o all the claims, then proceedings on that
application are terminated as of the date appeal or review by
civil action was due if no appeal or civil action was filed.

3. Proceedings are terminated in an application after decision
by the Board of >Patent< Appeals >and Interferences< as
explained in >MPEP< § 1214.06.

4. Proceedings are terminated after a decision by the court as
explained in >MPEP< §§ 1215.05 and 1216.01.

711.03 Reconsideration of Holding of
Abandonment; Revival

When advised of the abandonment of his or her application,
applicant may either ask for reconsideration of such holding, if
he or she disagrees with it on the basis that there is no abandon-
ment in fact; or petition for revival under 37 CFR 1.137.

711.03(a) Holding Based on Insufficiency
of Response

Applicant may deny that the response was incomplete.

While the primary examiner has no authority to act upon an
application in which noaction by applicant was taken during the
period for response, he or she may reverse his or her holding as
to whether or not an amendment received during such pariod
wasregponsive and acton a case of such character which he>or
she<has previously held abandoned. This is not a revival of an
abandoned application but merely a holding that the case was
never abandoned. See also >SMPEP< § 714,03,

711.03(b) Hoiding Based on Failure To
Respond Within Period

When an amendment reaches the Patent and Trademark
Office after the expiration of the period for response and there
is no dispute as to the dates involved, no question of reconsid-
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However, the bx‘ ; mer andthe a apphcan may thsagree as to
lhe date on which the perxod for response commenced torunor -

ofn r&sponse, the applxcant may take i$sue with the examiner’ and
point out to'him or her that his of hér holding 'was erroneous

711 03((:) “Petitions Relating: to
Abandonment [R 6]

37 CFR 1. 137 Rewva! ofabandaned apphcanan.

' (a) An applida'tionk abandoned for faiILire fo prosecitte riiay be revived as a
pending application if it is shown to the satisfaction of the Commissionier that
the delay was unavoidable. A petition to revive an abandoned application must
be promptly filed after the applicant is notified of, or otherwise becomes aware
of, the abandonment, and must be accompanied by & showing of the causes of
the delay, by the proposed response unless it has been previously filed, and by
the petition fee set forth in § 1.17(1). Such showing must be a verified showing
if made by & person not registered to praciice before the Patent and Trademark
Office.

(b) An application unintentionally abandoned for failure to prosecute, except
pursuant of § 1.53(d), may be revived as a pending application if the delay was
unintentional, A petition 1o revive an unintentionally sbandoned application
must be filed within one year of the date on which the application became
abandoned or be filed within three months of the date of the first decision on &
petition toreviveunderparageaph of this section which was filed within one year
of the date of sbandomment of the spplication. A petition t0 revive an
unintentionally abandoned application must be accompanied by (1) a statement
that the abandonment was unintentional, (2) a proposed response unless it has
been previously filed, and (3) a petition fee as set forth in § 1.17(m). Such
sialement must be a verified statement if made by a person not registered to
praciice before the Patent eand Trademark Office. The Commissioner may
require additional information where there is a question whether the abandon-
ment was unintentional. The three month period set forth in this paragraph may
be extended under the provisions of § 1.136(a), but no further extensions under
§ 1.136(b) will be granied. Petitions to the Commissionerunder § 1.183 to waive
any time periods for requesting revival of an unintentionally sbandnned appli-
cation will not be considered, but will be returned to the applicant.

{c) Any petition pursuant i« paragraph (g) of this section not filed within six
months of the date of sbandonment must be accompenied by a terminal
disclaimer with fee under § 1.321 dedicating to the public a terminal part of the
term of any patent granted thereon equivalent to the period of abandonment of
the application,

Public Law 97-247 provided at 35 U.S.C. 41(a)7, a fee ** for
the revival of an unintentionally abandoned application for a
patent or for the unintentionally delayed payment of the fee for
issuing each patent unless the petition is filed under 35 U.S.C.
133 or 151 (revival based upon unavoidable delay), in which
case >adifferent fee isapplicable< **, These fees are *expressly
set forth in >37 CFR<* 1,17(1) and *1.17(m) and provide fora
50% seduction for small entities.

The standard which is applied in situations where the delay
resulting in abandonment is unavoidable is the same standard
which has previously been applied prior to Public Law 97-247,

»37 CFR<* 1.17(m) provides for a fee** for filing cach
petition for revival, or for acceptance of the delayed payment of
an issue fee, where the abandonment or the failure 10 pay the
issue fee is unintentional. The standard which is applied is
substantially less vigorous than the standard applied for
unavoidable delay petitions. Generally, a statement that the
abandonment was unintentional, plus the proper *>petition<
fee, and the proposed response is all that is required. A descrip-
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‘ton of ‘le cnwmstames surroundmg

donmcmmaybeprovndedbyapphcantsamm:herecmdcleaﬂy' '
reflects that the abandonment Wwas unintentional, Where a ques-

tion arises whegher the abandonment was. ummennonal addi-
tional. information- may be: reqmred. Foe: example, a lelter of
express abandonment 'in- the”abandoned “application > would
prompt a requirement for further information where the record
does mot make .clear that such an abandonment was
unintentional.

Anapplicantis not precluded from fﬂmg a peutxon based upon
unintentional abandonment where a petition pius fee based
upon unavoidable delay is unsuccessful. In such an instance, a
petition to revive on the ground of unintentional abandonment
accompanied by the proper fee ** and the appropriate response
could be filed. For this purpose, a mere staiement that the
abandonment was unintentional is all that is required.

In the instances where an application is abandoned and revival
is based upon unintentional sbandonment or unavoidable delay
is desired sclely for the purpose of continuity in order to effect
the filing of a continuing application, it is not necessary to file
the appropriate response. The filing of the continuing applica-
tion will be accepted as the appropriate response in such
situations. If revival is desired for other than the filing of a
continuing application, a complete petition must include the
proposed response which resulted in the holding of abandon-
ment. To facilitate action, the petition to revive should include
reference 1o the filing of the continuing application and a letter
of express abandonment conditional upon the granting of the
petition and of 2 filing date to the continuing application.

An application which is abandoned for failurc 0 respond
within a set period, and no extension fees are paid, would not
require the payment of extension fees as a condition of revival.

UNAVOIDABLE DELAY PETITIONS AND PETITIONS
TO WITHDRAW THE HOLDING OF ABANDONMENT

A decision on a petition to revive an abandoned application
under >37 CFR<* 1.137(a) is based solely on whether a satis-
factory showing has been made that the delay was unavoidable
(350.8.C. 133). A petition to revive is not considered unless the
petition fee and a proposed response to the last Office action has
been received (>37 CFR<* 1.137). While a response to 2 non-
final action may be either an argument or an amendment under
>37 CFR<* 1.111, a response (o a final action “must include
cancellation of, or appeal from the rejection of, each claim so
rejected” under >37 CFR<* 1.113. Accordingly, in any case
where a final rejection had been made, the proposed response
required for consideration of a petition (o revive must be either
an appeal or an amendment that cancels all the rejected claims
or otherwise prima facie places the application in condition for
allowance sor the filing of a continuing applicationc, When a
notice of appeal is the appropriate response accompanying a
petition to revive, the brief required by >37 CFR<* 1.192 isdue
within the time set by the Commissioner in the response to the
petition, In those situations where abandom;aent occurred be-
causeof the failure to file an appeal brief, the proposed response,
required for consideration of a petition to revive, must inlude
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for response had expired, was by way of a petition torevive. The.
Oﬁ‘ncewasnotrecepuvetotreatmg suchconientions as peuuonsz

for the withdrawal of the: holdmg of abandonment regardlessof |

the evidence- presented in support of the’ contenuon that the’
Office action was not received. However, in 1971, the District
Court, District of Coiumbia, in Delgar Inc. v. Schuyler, 172
USPQ 513, decided that the Commxssxoner should miail a new
Ncmce of A]Iowance in view of the evidence presemed in
support of the contention that plaintiff’s attorney never received
the first Notice.

While the decision may have been based on the fact that a
petition to revive was nt available in a case abandoned for
failure to pay the issue fee, the reasoning of the court can
appropriately be applied to cases abandoned for failure to
prosecute. Accordingly, the form of relief provided in Delgar is
* extended to cover the abandonment of an application for
failure to respond to an Office action which wasncizeceived by
the applicant or hisor her representative. Henceforth, an allega-
tion that an Office action was notreceived maybecops-dered as
a petition for the withdrawal of the holding of abandonment. If
the a.l!egauon is adequately supported, the petmon may be
granted and a new Office action mailed.

Inasmuch as there is a strong presumption of umcly delivery
to the addressee, the petition should include sufficient facts
describing the procedures and controls utilized by the addressee
when correspondence is received from the Patent and Trade-
mark Office. If possible the addressee should also point out how
these procedures and controls were followed in the situation at
hand. >Additionally, the petition should include all available
documentary evidence, such as verified copies of docket sheets,
mail logs, etc., forareasonable period after the date of the Office
action to show the receipt of other mail from the Patent and
Trademark Office during this pericd and to support the allega-
tion of non-receipt of the action in question.<

The statements of fact setting forth the above must be verified
by affidavit under oath before a Notary Public or, in the
alternative, by declaration in accordance with 37 CFR 1.68.

Where the application has been abandoned for an excessive
period of time before the filing of such & petition, an appropriate
terminal disclaimer *>is< required. **

>When a terminal disclaimer is 2 .iccessary component of the
petition, the period to be disclaimed must equal the number of
months between the date of abandonment and the date a
grantable petition is filed. The date of abandonment is the date
the period for response has expiied (see MPEP § 711.04(a)).
This is normally the end of the three month shortened statutory
period. Moreover, the terminal disclaimer should employ the
format shown below.

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re spplicstion of (NAME)
Serial No.
Filed:
For:
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TILO3E)

represenis | m he-u‘the owmrof,dzeemue!m.m tbe d:ove-xdeuuﬁed

W@vmdmmmmm&dukﬂ____mdFm
ﬁled an tbe day of . 19___) .
erpu'noner ' md:yduchmmlhemmd

mwﬂuofmyp&mug!mdmibem-z&mﬁodtpphuumw
on: any spplicstion which is eatitled 1o the benefit of the filing date of the
applicetion vader 35 U.S.C. 120. ’l‘lungzeermuwrun\whmypnmso
granted and (o be binding upon the grusitee, s successors or assigns.

IN WITNESS WHEREOF, Thereby set my hand and seal this ___ day of

e 89

(Signmure)<

It should also be recognized that a petition to revive an
abandoned application under 37 CFR 1.137 alleging non-re-
ceipt of the Office action. may also be treated as a request to
withdraw the bolding of abandonment. However, any petition
fee, filed with a 37 CFR 1.137 petition so weated, may be
returned or credited to petitioner’s account by indicating in the
decision thatareguest should be made to the Office of Finance.<

The granting of a petition (o revive does not serve in any way
as a determination that the proposed response to the Office
action is completely responsive. Revived applications are for-
warded to the examiner 10 determine the completeness of the
proposed responge. Such applications must be taken up Special.
If the examiner determines that the response is complete, he or
she should promptly take the case up for action. If the proposed
response is not a complete response to the last Office action, the
examiner should write aletter to the applicant informing him or
her of the specific defects in his or her response and set a one-
month time limit for applicant to complete the response. If the
applicant does not complete the response within the one-month
limit, the application is again abandoned.

A petition to revive an abandoned application should not be
confused with a petition from an examiner’s holding of aban-
donment. Abandonment may result not only from insufficiency
of response but also from entise failure ¢to respond, within the
statutory period following an Office action.

Where the holding of abandonment is predicated on the 4

insufficiency of the response, or disagreement s to controlling
dates the petition from such holding comes under § 1,181 and
does not require a fee.

Form Paragraphs 7.92-7.94 may be used to inform: applicants
of withdrawal of abandonment.

792 Request To Withdraw Abandonment, No Showing of Abandonment in
Fact

Applicant’s request for reconsideration of the holding of sbandonment filed
on {1} has been considered. However, applicant hes failed (o show that these was
no shandonment in fact, and the spplication stands abandoned.

If applicant’s failure to prosecute was unintentional or can be shown tohave
been unavoidsble, the proper course o follow is to request revival of the
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tequest for wwuhwal‘ ofthe holdmg of: ahmdomnem filed on
[l], b been considered. It is appaibat that the spplication was never aetually
absndoned in facy,’ 'lheNnueeofAbmdonmm is;withdrawn.. - -+ -

Eumlner Note o o T e
This is not & revival of an sbendoned apphuum bat maciy a hoidmg 1hat
the case wag never sbandoned.

7.94 Restore to Pcndmg—-laze Association of Papers

The :ccpomcﬂled[l] was pot associsted with l.heﬁ)eof this application until
afier the Natice of Abandonment was mailed.

The response was timely filed. ;\ccordingly, the Notice of Abandonment is
vacated, and the spplicaticn is restored 1o pending status, to receive funther
consideration by the exsminer in the nomal course of business.

Where the applicant acquiesces in the holding of abandon-
ment, or where the petition from such holding is denied,
applicant’s only recourse, so far as concems the particular case
involved, is by petitioa to revive.

See >MPEP< § 712 for a petition for late payment of the issue
fee. - ,

UNINTENTIONAL ABANDONMENT

A decision on a petition to revive an unintentionally aban-
doned application under >37 CFR<* 1,137(b) is based substan-
tially on whether the statement that the abandonment was
unintentional is present along with the reguired fee and the
proposed response, Generally, nothing else is required unless
there isreason to believe that the abandonment was intentional
such as a letter of express abandonment being of record in the
abandoned application. In such an instance, the Office might
inquire as to the circumstances surrounding the abandonment in
order toclarify that the abandonment was, in fact, unintenticnal.

>A petition to revive based upon uninientional abandonment
dees not require the submission of a terminal disclaimer, 37
CFR 1.137(c) specifically states that such disclaimers are only
required when a grantable petition based on unavoidable delay
is not filed within six months of the date of abandonment.<

If a petition to revive based upon unavoidable delay is unsuc-
cessful, an applicant is not estopped tu file a petition based upon
unintentional abandonment so long as such petition is filed
within one year of the date of abandonment of the application or
within three months of the date of the first decision on a petition
to revive based upon avuidable delay >, which was filed within
one year of the date of abandonment of the application<. The
petition must include a statement that the abandonment was
unintentional, a proposed sesponse if not filed previov ly, and
the required petition fee. The statement that the ab.. Jonment
was unintentional must be verified if made by a pe: *on not
registered to practice before the Office. The three month perind
referred to above which is measured from the date of the fisst
decision on a petition to revive based upon unavoidable delay is
extendable under >37 CFR<* 1.136(a), but no further
extensions under >37 CFR<* 1.136(b) will be granted.
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Peumns o levxve an’ unmtenuonahy abando
(37C1'~R1 l3"i(b))uﬂoacccptan umntennonally Iawpzaﬁm
fee (37CFR 1.155(c)or 1. l36(c))‘m be filed within one yw
of the date ofi which the applicaton bécame abandoned.
Inthe Iastsentence of the. above)nomd subsecuons of37 CFR,
the Cmnnnssxoncrof Patents and'i"mdemarkshas1ndmaledﬂm
peuuonsmder37CFR 1. 183 towa:veany umepenodreqmre

be considered, but will be returned to the appllcant. However,

it has become apparent that under certain very limited condi-

tions, the interests of the patent system would be beucr sen'ed
by considering such petitions.

These very limited condiiions arise when an application be-
comes abandoned due (0 an action or inaction by applicant and
the Patent and Trademark Office performs a positive, docu-
mented and Official act# (e.g., by issuing an Official document)
which could lead a reasonable individual to conclude that the
action or inaction was appropriate. If this conclusion is a
contributing factor in the applicant’s failure (o realize the “true”
abandoned status of his application in time to file a petition
under one of the above-noted subsections, then conditions exist
under which a 37 CFR1.183 petition will be considered.

For example, if an applicant files papers for a continuing
applicaion under 37 CFR 1.60 or 1.62 on a date when the parent
application isabandoned (e.g., theapplicant neglected to obtain
an extension of time in the parent application), the requirements
of these regulations are not satisfied and the papers should not
be processed into an application. However, if in spite of this
error the Office issues a filing receipt for the continuing appli-
cation, a reasonable individual could conclude that the continu-
ing application had been properly filed onadate when the parent
application was pending. Further, if the lack of copendency
between the parent and the continuing applications is not
discovered until after one year from the date on which the parent
application became abandoned, the opportunity to obtain
copendency by reviving the parent application under 37 CFR
1.137(b) is lost. As an additional example, if an applicant sub-
mits a check for payment of the issue fee and the payment is
improper (e.g., the check is not timely submitted or is returned
to the Office unpaid due to insufficient funds), the application
should be held abandoned. However, if in spite of the improper
issue fee payment the Office issues the application as a patent,
a reasonable individual could conclude that the issue fee pay-
ment had been proper. Further, if the improper issue fee pay-
ment is not discovered until after one year from the date on
which the anplication became abandoned, the opportunity (o
request acceptance of a late paid issue fee under 37 CFR
1.155(c) or 1.316(c) is lost.

The abandonment problem:s described in the above-noted ex-
amples are clearly attributed to #n error on the pant of the
applicant, Nevertheless, such a problem could be aggravated
when the Office performs a positive, documented and Official
acth which, in the circumstances recounted above, may be a
contributing factor in the loss of an opportunity to rectify this
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cation to become abandoned was clearly an unintenitional over-
sight which resuited from a bona fide attempt, as evidenced by
Patent and ‘Trademark Office records, to comply with patent
statutes, rules and proceomes in ordcr to keep the application
pending as desired; and -

(2) The Ofﬁceperfonnedaposmve, documented and Official
act# which could lead a reasonable individual to conclude that
the action or inaction was proper and this conclusion was
contributing factor in the applicant’s failore to realize the true
abandoned status of his application in time to file a petition
under one of the above- noted subsections;

(3) A petition under 37 CFR 1.183 and one of the above-noted
subsectionsis filed within three(3) months of the date applicant
is notified by the Office or otherwise becomes aware of the

"true” abandoned status of the application; and

(4) The petition is accompanied by a terminal disclaimer with
fee under 37 CFR 1.321 dedicating to the public a terminal part,
equivalent to the period of abandonment, of the term of any
patent granted on the application or on any application entitled
to the benefit of the filing date of the application under 35 USC
120.

Applicants should note that thi. isintended tobe a very limited
extension of the Commissioner’s discretion in exercising his
authority to waive the one year period required under the above-
mentioned subsections. For this reason, the above-noted condi-
tions and provisions will be strictly adhered 10 and any petition
under 37 CFR 1,183 which fails to comply with these conditions
or provisions will be denied.

#Note: The failure of the patent and trademark office to send
an official communication (e.g., a notice of zoandonment) is not
considered o be a posiiive, documented and official act. <

NOTIFICATION OF CHANGE OF ADDRESS

Applications have become abandoned as a consequence of a
change of correspondence aCdress therein, where an Office
actionismailed to the old, uncorrected address and fails toreach
the addressee sufficiently early to permit filing of a timely
response. One factor for consideration in deciding petitions
under 37 CFR<* 1.137 to revive such applications is the *
degree of care that has been exercised in adhering to the
requirement (see >MPEP« § 601.03) for prompt notification in
each concerned application of the change of address. In such in-
stances, the showing of the cause of unavoidable delay must
include an adequate showing that a timely notification of the
change of address was filed in the application concerned, and in
a manner reasonably calculated to call attention to the fact that
it was a notification of a change of address. The mere inclusion,
in a paper filed in an application for another purpose, of an
address differing from the previously provided correspondence
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was made on a paper filed i in the Pawut and’,Trademark Ofﬁce
listing plural applications as bemg affected will not be cons:d—
emdtoconsumleapropernonﬁcauon e

| OFFICE AC’I'ION —MY RESPON 5 E -

The Patent and Trademark Office hss inthe past received an
excessively large volume of petitions to revive based pnmanly
on the late filing of amendments and other responses to official
actions, Many of these petitions indicate that the late filing was
due to unusual mail delays; however, the records generally
show that the filing was only two or three days late.

In order to alleviate, for applicants and the Office, the prob-
lems and expenditures of time and effort occasioned by aban-
donments and petitions to revive, it is suggested that unless the
certificate of mailing provisions of >37 CFR<* 1.8 or 37
CFR<* 1.10 are used that responses to Office actions be mailed
to the Patent and Trademark Office at least one, and preferably
two, week(s) prior to the expiration of the period within which
aresponse is required. This suggestion is made in the intesest of
improving efficiency, thereby providing better service to the
public.

Since>37 CFR<* 1.136(a) now makes available to applicants
essentially automatic extensions of time as long as the petition
toextend the time and the fee are submitted, the number of such
petitions to revive based upon the late filing of amendments and
other responses should diminish considerably.

CONDITIONAL PETITION TO REVIVE

Since applications that become abandoned unintentionally
present burdensto both the Patent and Trademark Office and the
applicant, a simplified procedure has been devised (o alleviate
these burdens when the abandonment results from a delay in the
mails, This procedure provides for an automatic petition to
revive or petition to accept the delayed payment of issue fee,

It is suggested that when a communication, complying with
thecircumstances enumerated below, ismailed to the Patentand
Trademark Office a conditional petition be attached to the
communication if the Certificate of Mailing under 37 CFR 1.8
or 1.10 is not used. Note that the Certificate of Mailing proce-
dure can only be used in the United States of America while the
Conditional Petition To Revive Practice can be used in any
country.

If the communication i seceived in the Patent and Trademark
Office after the due date and the application becomes aban-
doned, the conditional petition will become effective, subject to
the foliowing requirements. The petition must include (1) an
authorization to charge a deposit account for any required fees,
including the petition fee, and (2) an oath or declaration signed
by the person mailing the communication and also signed by the
applicant or his or herregistered attorney or agent. The wonling
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orplaced in the mail autsxdv the United. Statesas anr maxl Smce
mail handled in this. manner, may. reasonably be expectcd to
reach the Patem and Trademark Office within lhree days of
posting, any mail delays beyond such Umcwﬂl be consxdered o
constitute unavmdable delay and. eufﬁc'em cause to grant a
petition torevive @3s U.S.C. 133) ora petition to accept delayed
payment of an issue fee (35 U.S. C. 151). For example, ifa
response was due in the Patent and Trademark Office on June
15, 1979, the communication and condmonal petition must be
posted no later than June 11, 1979 in order for the conditional
petition to be effective. June 12, 1979 is not “more than three
calendar days prior to the due date” which i- June 15, 1979,

(2)1f the “Post Office to Addressee Express Mail” service (see
>37 CFR<* 502) is used, the oath or declaration must state that
the communication and petition were deposited at an Express
Mail window no later than 5:00 p.m. on a day which is at least
the day preceding the due date, and were requested to be mailed
via the “Post Office to Addressee Express Mail” service, Since
mail handled in this manner may reasonably be expected to
reach the Patent and Trademark Office no later the 3:00 p.m. of
the next workday following its deposit before 5:00 p.m. at any
postal facility in the United States with an Express Mail win-
dow, any mail delays beyond such time will be considered to
constitute unavoidable delay to grant a petition to revive (35
U.S.C. 133) or a petition to accept delayed payment of an issue
fee 35U.S.C. 151).

The circumstances under which this procedure may be used
are those where the communication, if timely filed, (1) would be
a proper and complete response to an action or request by the
Patent and Trademark Office, and (2) would stop a period for
response fiom continuing to run. Accordingly, this procedure
would be appropriate for:

1. A response to a non-final Office action,

2. A response to a final Office action in the form of an
amendment that cancels all rejected claims or otherwise prima
facie places the applicaiion in condition for allowance.

3. A notice of appeal and requisite fee.

4. An appeal brief, in triplicate, and requisite fee.

. Anissue fee,

Categories 1-4 would include a conditional petition to revive,
Category 5 would include a conditional petition to accept the
delayed payment of the issue fee. The boxes on the below
suggested format should be checked accordingly.

Examples for which this procedure would not be appropriate
and will not apply include the following types of communica-
tions when they are forwarded to the Patent and Trademark
Office,

1. Application papers.

2, A response to a finai Office action other than that indicated
in categories 2 and 3, above.

3. Extensions of time.

4. Petitions for delayed payment of the issue fee.
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pracuces are notaffecwd in those s1maums
procédure is either not elected or appropnate
A suggested format for the conditional petition'where the
commufiication and petition are placed in the United States mafl
as first class mail, or placed in the mazfmﬁsxde ihe Umwd States
asalrnwihsshownbelow v

ﬂ Petman to revive

AFthi(')

Serial No. ] Petition to accept delayed pavmcm of issue fec
Date Filed

For

1 hereby centify that the attached commumicsion is being deposited in

] the United States mail as first class mail

3 the mail owmside the United States as sir rail
in an envelope addressed to: Commissioner of Patents, and Trademarks,
Wuhmgtm.DC 20231, o — —, which dste is more than three (3) calendar
days priov wo the due date from, (Location) by Cdame of Individual).

In the event that such communication is not tinely filed in the United States
Patent aud Trademark Office, it is requested tha: this paper be treated 25 2
petition snd the the:

B delay in prosecution be held unavoidable - 35 U.S.C. 133.

£l delsyed payment of the fee be accepted — 35 U.S.C. 151,

'Xhepaumfacre@uedwaumonzedwbedmged .oDepa.uncmunz

e 118 the namE of

'rheuwmgm declare furiher that sll stsernents made herein are troe,
based gpon the best availabie infonnation; eud farther, thet these statements
wesremade wizh the kaowledge that willful false seatements and the like somade
are punishable by fine or imprisonment, or both, under Section 1001 of Tite 18
of the United States Code, and that such willful felse statements may jeopardize
the validity <f the application or any patent issuing thereon,

Date (Signature of applicant or signature and registration number of
Registesed Representative)

And Date {Signature of person mailing, if other than the above)

A suggesied format for the conditional petition where the
communication and petition are placed in the United States
“Post Office to Addressee Express Mail”, is shown below:

Applicant(s) [CJ Petition to revive

Serial No.

Date Filed ] Petition to accept delayed payment of issue
fee

Title

I hereby certify that the attached communication is being
deposited at an “Express Mail” window ina United States Postal
Service facility and intended it to be mailed using the Postal
Service’s “Post Office to Addressee Express Mail” service inan
envelope addressed to: Commissioner of Patents and Trade-
marks, Washington, D.C. 20231, priorto 5:00 p.m. on

, which date is at least the day preceding the due date,
at (Location) by (Name of individual)

In the event that such communication is not timely filed in the
Patent and Trademark Office, it is requested that this paper be
treated as a petition and that the:

[“Jdelay in prosecution be held unavoidable — 35 U.S.C. 133.
[Cldelayed payment of the fec be accepted — 35 U.S.C. 151.
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*'fExmA'rmormuc;mone e

' Deposxt ‘Account No.

7115 04(a)‘[ff7
“The pennon fee reqmred is amhonzed to ‘be charged ‘to

“The undersigned-déclare arthe.thatall”statements made

herein are tnie, based upon the best available information; and E

further; that these 'statemsnts were made ‘with the knowledge

that wiilful false statements and the like so made are punishable

by fine orimprisonment, or both; under Section: 1001 6f Title18
of the United States Code, and that such willful false statements
may jeopardize the vahdxty of the applxcauon or any patent‘
issuing therem S

Date (Slgn sture of apphcant or signature and registration
number of Regnstered Represenmuve) :

Date (Signatre of person mailing, if other than above)

The procedure for handling applications becoming aban-
doneddue tolate filing of acommunication having a conditional
petition attached thereto is as follows:

1. Forward the papers and the application file wrapper to the
Office of the Deputy Assistant Commissioner for Patents.

2. Do not mail a form PTOL-327 or forward the file wrapper
to the Abandoned File Unit.

3. In the event that the application is revived, the file wrapper
will be returned to the forwarding group for further action. In
view of the availability of >37 CFR<* 1.136(a), the Certificate
of Mailing practice, and the Express Mail practice, the Condi-
tional petition to revive practice is not expected to be used
frequently.

711.03(d) Examiner’s Statement on Peti-
tion To Set Aside Examiner’s Holding [R-6]

37CFR 1.181 states that the examiner “may be directed by the
Commissioner to furnish a written statement within a specific
time setting forth the reasons for his or her decision upon the
matters averred in the petition, supplying a copy thereof 1o the
petitioner”, ** Unless requested, >however,< such a statement
should not be prepared. See >MPEP< § 1002.01.

711.04 Disposition of Abandoned
Applications [R-6]

Extract from 37 CFR 1.14(b).

Abandoned applications may be destroyed after twenty years from theirfiling
date, excepl those to which particular attention has been called and which have
been marked for preservation. Abandoned applications will not be retumed.

As explained in >MPEP< § 1302.07, a retention label is used
to indicate applications not to be destroyed.

711.04(a) Pulling and Forwarding
Abandoned Applications [R-6]

The files of abandoned applications are pulled and forwarded
to the Files Repository on a bi-weckly basis >after the full six
month statuteiy period has expired. However, the daic of
abandonmentisaficr midnight of the date on which the sct short-
encd statutory period, including any extensions under 37 CFR
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| 711.04(b)

';1136 expxred.< e e T e ;
They shouldbecm’fullyscruumzed ymeappmpnateexam

iner to verify that they zze actually abandoned. A check should

be made of files coniaining a decision of the Board of Appeals
for the presence of allowed claims to avond their. bemg eIrone-
ously sent io the Files Repository.. -

- Although the abandoned files are not pulled unnl the penod
for which an extension of time under >37 CFR<* 1.136(a) plus
one month has expired, ihic date of the abandonmeni is >after
midnight of< the date the period for response expired. This is
normally the end of the 3 month shoriened statutory period,

711.04(b) Ordering of Patented and
Abandoned Files [R-6]

In examination of an application is is sometimes necessary (o
inspect the application papers of a previously patented or
abandoned application. It is always necessary to do so in the
examination of a reissue application.

Recently patented and abandoned files are stored at the Files
Repository located near the other PTO buildings in Crystal City.
Older files are housed in a warehouse located in Suitland,
Marvland,

Patented and abandoned files are ordered by means of a
PALM video display transaction. To place such an order, the
examiner is required to input his/her PALM location code,
employee number, and patent number(s) and/or serial
number(s) of the file(s) that are needed. Afier transmission of
the request transaction by the examiner, a “response” screen
appears on the video display terminal which informs him/her of
the status of the request for each file. The examiner is informed
that therequest (1) isaccepted; (2) isaccepied, but not for which
the file is located at the Suitland warchouse (in which case
delivery >time< is increased); or that the request isnot accepted
since (3) the file is notlocated at the repository or warehouse; (4)
a previous request for the file has no: yet been filled; or (S) the
patent or serial number imputed is not valid,

Periodically each day, personnel at the Files Repository per-
form a PALM print transaction which produces a list of all
accepted requests in patent number order and, for requests for
abandoned files, in serial number order. The piinted record of
each request is detached from the list when its associated file is
found. It is then stapled to it. Throughout the day, periodic
deliveries of files are made directly to the offices of their
requestors by Files Repository personnel. Upon delivery of files
at the various locations, files that are ready to be returned to the
repository are picked-up.

With the exception of certain older files, the drawings of
patented and abandoned files, if any, are now stored within their
respective application file jackets, Since it is desired not to
separate one from the other, both the file and its drawings are
delivered when a file is ordered.

711.04(c) Notifying Applicants of
Abandonment [R-6]

The PatemExaminingComs currently mails to the cosrespon-
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MANUAL OF PATENT I:.XAMINING PR.‘&‘URE

dence addressol‘record aNonceof AbandmmentFonnPTOL—
1432 in all applications which become abandcned in the Corps _
for failure to prosecute. However, inno case wnll mere failure to
receive a notice of abandonment affect the. status of an aban-
doned application. -

: This procedure. should enable apphcams to talcc appropnate
and diligent actiom 10 reinstate. an application inadvertently
abandoned for failure to timely respond to an official commu-
nication. in mast cases, a petition to revive under 37 CFR 1.137
will be appfopp_aie remedy. It may be !hat a response to the
Office action was mailed to the Office with a cenificate of
mailing declaration as a part thereof (>MPEP< § 512) but was
not received in the Office. In this instance, adequate relief may
be available by means of a petition to w1thdraw the holding of
abandonment.

In any instance, if action is not taken promptly after receiving
the notice of abandonment, appropriate relief may not be
granted. If a lack of diligent action is predicated on the conten-
tion that neither the Office action nor the notice of abandonment
was received, one may presume that there is a problem with the
correspondence address of record. Accordingly, attention is
directed to >MPEP< §§ 402 and 601.03 dealing with changes of
address. In essence, it is imperative that a paper notifying the
Office of a change of address be filed promptly in cach applica-
tion in which the correspondence address is to be changed.

If an application is abandoned for more than 6 months a
terminal disclaimer may be required (37 CFR 1.137(c)).

711.05 Letter of Abandonment Received
After Application is Allowed[R-6]

Receipt of a leaer of abandonment while an application is
allowed is acknowledged by the Publishing Divisicn.

An express abandonment arriving after the issue fee has been
paid and the patent to issue hasreceived its date and number will
not be accepted without a showing of one of the rcasons
indicated in 37 CFR 1.313(b), or else a showing under 37 CFR
1.183 justifying suspension of >37 CFR<* 1.313.

711.06 Abstracts, Abbreviatures and
Defensive Publications [R-6]

Abstracts were prepared and published in accordance with the
Notice of January 25, 1949, 619 O.G. 258, Each abstract
includes a summary of the disclosure of the abandoned applica-
tion, and in applications having drawings, a figure of the
drawing. The publication of such abstracts was discontinued in
1953,

ABBREVIATURES

Abbreviatures were prepared and published in accordance
with the procedure indicated in the Notice of October 13, 1964,
808 O.G. 1. Each abbreviature contains a specific portion of the
disclosure of the abandoned application, preferable a detailed
representative claim, and, in applications having drawings, a
figure of the drawing. The publication of such abbreviatures was
discontinued in 1965.
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>The Dcfenswe Pubhcauon Pregram set forth in 37 CFR :
1. 139' whxch provxded for me_pubhcanqn of the abstractof the :

waived his or her nghts toan enforceable p patent ‘was removed
ﬁ-om the Tules effective. May 8,1985 i in view of the apphcant s
ability o obt.am aS latutm‘y Invemmn Regxsxrauon (SeeChapw' .

2300y <
*’f'>An< apphcuuon is i Jpen for pubhc mspecuon Taid
open >under the Defen< e Publi ication: Program and the appli-

camprovmona!lyabanw smeapphcatmn retammg<nghr.sw
aninterference for alimited period of five years from the earlxest
effective U.S. filing date.

The defensive publication of an application precluded a con-
tinuing application (divisional, continuation-in-part, or con-
tinuation) filed under 35 U.S.C. 120 from being entitled to the
benefit of the filing date of the defensively published applica-
tion unless a continuing application is filed within thirty (30)
months after the earliest effective U.S. Filing date. Where a
simiiar application is not filed until after expiration of the thirty
(30) month period, the application >was<* examined, but it may
not claim the benefit of the earlier filing date of the defeasive
publication application. The examiner should require the can-
cellation of any claim or statement intended to obtain the benefit
of the earlier filing date in such cases, objecting to its inclusion
on the ground of estoppel.

If a first continuing application was filed within 30 months
from the earliest U.S. effective filing date of the application
published under the Defensive Publication Program, later
copending continuing applications (such as divisions if restric-
tion is required during the prosecution of the first continuing
application) >were<* not barred and >could<* be filed during
the pendency of the first continuing application, even though
beyond the 30 month period, without loss of the right to claim
the benefit of the filing date of the Defensive Publication
application.**

The Defensive Publication Abstract and a selected figure of
the drawing, if any, were published in the Official Gazette.
Defensive Publication Search Copies, containing the defensive
publication abstract and suitable drawings, if any, were pro-
vided for the application file, the Public Search Room angd the
examiner’s search files,

The defensive publication application files are maintained in
the Record Room.*#

Defensive Publication Application Interferences

During the five year period from its earliest U.S. effective
filing date, interferences may be declared between defensive
publication applications and other applications and/cs patents in
accordance with cxisting interference rules and procedures.

Examiners search the Defensive Publication Scarch Copies in
the regular patent scarch files, when making patentability
searches. Where the claims of 2 defensive publication applica-
tion recite substantially the same subject matter as the allowed
claims, the alfowed claims should be suggested for interference
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- would b@ llowable therein, ..
~ Abandonment of a dz,fens e, pu

711. M(af |
tionif ':hese clauns :

ensxve pt.bhcauon appli

stayed during the period ‘gmmng'wnh the suggestion of

clmms or. the ﬁlmg of claims copied from a patent and endmg. -

wnth the Jtermination of th} nterférence proceedmgs or.the
mallmg cf a decnsmn refusmg th ,mterference ‘

Termination of lhe mterference in favor of the defensive
publication application would render the express ak:andonment
mef,“ecu_ve butwould '1otresulti_n theissuance of an enforceabie
patent. The examiner cancels by examiner’s amendment all the
claims in the case except those awarded to applicant and sends
the case to issue. The Notice of Allowance in these cases will be
accompanied by a statement informing the applicant that when
the issue fee is remitted, a disclaimer of the entire term of the
patent to be granted, must be included in accordance with 35
U.S.C.253.

Distinct numbers are assigned to all Defensive Publications
published December 16, 1969 through October 1980, for ex-

ampie.

T 869 001
I e __ Number series, 001-999 available monthly.
— O.G. volume number,
— Documents category, T for Technical
disclosure.

For Defensive Publications published or and after November
4, 1980, a different numbering system is used.
The revised numbering system is as follows:

T XXX XX

l L. Sequential Document Number
Official Gazette Volume Number

Document Category. “T” denotes

Technical Disclosure

Defensive Publications are included in subclass lists and
subscription orders. The distinct numbers are used for all
official reference and document copy requirements.

A conversion table from the application serial number to the
distinct number for all Defensive Publications published before
December 16, 1969 appears at 869 O.G. 687.

711.06(a) Citation and Use of Abstracts,

Abbreviatures and Defensive
Publications as References

It is important that abstracts, abbreviatures and defensive
publications (O.G. Defensive Publication and Defensive Publi-
cation Scarch Copy) be referred to as publications,

These printed publications are cited as prior art under 35
U.S.C. 102(a) or 102(b) effective from the date of publication in
the Official Gazette. See Ex parte Osmond, 191 USPQ 334 (Bd.
Appl. 1973) and In re Osmond, 191 USPQ 340, (Bd. Appl.
1976).

An application or portion thereof from which an abstract,
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MANDAL OF PATENT EXAMINING PRDCEDURE :

References” in the citation thereof as follows

(a) Abstracts and Abbrevnatures Brown (abstract or abbre- '
s pubhshed in 0.G.

viature} of Serial No. , filed
......... . om (list classmcanon)

(b) Applications or designated portions thereof abstracts ab-
breviatures and defensive publications Jones, Application
SerialNo. ........, filed ... , laid open to public inspection on
............... asnoted at .......... 0.G. (portion of application relied

on) list classification; if any).

712 Abandonment for Failure To Pay Issue
Fee [R-6

37 CFR 1.316. Application abandoned for failure to pay issue fee.

{s) If the issue fee is not paid within 3 months from the date of the notice of
allowance, the application will be regarded as abandoned. Such an abandoned
application will not be considered as pending before the Patent and Trademark
Office.

(b} The Commissioner may accept the payment of the issue fee Ister thanthree
months after the mailing of the notice of allowance as though no abandonment
hed ever occurred if upon petition the delay in payment is shown 1o have been
unavoidabie. The petition to sccept uwe delayed payment must be prompily filed
after the applicant is notified of, or ctheswise becomes aware of, the akandon-
ment, and must be accompanied by (1) the issue fee, unless it has been
previously submitted, (2) the fee for delayed payment (§ 1.17(1)), and (3) &
showing tha the delay was unavoidable. Such showing must be a verified
showing if made by a person not registered to practice before the Patent and
Trademack Office.

(cy The Commissioner may, uposn petition, accept the payment of the issuefee
laser than three months afier the mailing of the natice of allowance as though no
abandonment had ever occurred if the delay in payment was unintentional. The
petition to accept the delayed payment must be filed within one year of the date
on which the application became sbandoned or be filed within three months of
the date of the first decision on a petition under paragraph (b) of this section
which was filed within one year of the date of abandonment of the application.
Thepetitionto accept the delayed payment mustbe accompanied by (1) the issue
fee, unless it has been previously submitted, (2) the fee for unintentionally
delayed payment (§ 1.17(m)), and (3) a statement that the delay was
unintentional. Such statement must be a verified statement if made by 2 person
not segistered to practice before the Patent and Trademark Office. The Commis-
sioner may requite additional information where the abandomment was
unintentional, Thethree-month period from the date of the first decision refesred
to in this paragraph may be extended under the provisions of § 1.136(a), but no
fusther extensions under § 1.136(b) will be granted, Petitions to the Commis-
sioner under § 1.183 to waive any time periods for requesting revival of an
unintentionally sbandoned application will not be considered, but will be
returned to the applicant.

(d) Any petition pursuant to paragraph (b) of this section not filed within six
mosiths of the date of abandonment must be accompanied by a temminal
disclaimer with fee under § 1,321 dedicating to the public a terminal part of the
tesm of any paient granted thereon cquivalent to the period of abandonment of
the application.

»35 U.S.C.<*41(a)7 establishes two different fees for filing
petitions with different standards to accept the delayed payment
of the fee for issuing a patent. The fees set forth in this section
are due on filing the petition, Since the section provides for two

alternative fees with different standards, the section permits the

Rev. 6, Oct., 1987

‘ ot.herpnoramn rejecting claxms under 35 U.S.C. 102 and 103.
Defensive Publications are listed with “U.S. Patent’ Tocu- "
ments.” Abstracts and Abbrevnamres are hsted ‘under “Other’

: apphcantseekmgacceptanceofa la){e_dpaymentof the fee for-

issuing a patent’ to choose of e other of the fees and

standards.
Under >35 U S C < 41(a)(7)

prevent abuse and injury to the public the Commissioner can
require a terminal (ﬁsciaxmer eauwa]ent to the period of aban-

donment and requu'e applicaiits to act promptly after becommg ‘

aware of the abandonment. >37 CFR 1.17(I)<* establishes afee
of $56 for filing a petition under section 151 of title 35 in
accordance with standards ** requiring that the delay in pay-
ment of the issue fee, be unavoidable. Under this section a
petition accompanied by either a fee of $560 or a fee of $56
would not be granted where the failure to pay the fce for issuing
the patent was intentional as opposed to being unintentional or
unavoidable. **

37 CFR 1.316 implements the statutory provisions of 35
U.S.C. 41(a) with regard to petition fees for revival of apphca-
tions abandoned for failure 10 pay the issue fec. Paragraph (b)
provides for petitions for revival with the fee in >37 CFR <*
1.17(1) wheze the delay in payment was unavoidable, indicates
that the petition must be promptly filed, and states when show-
ings that the delay was unavoidable must be verified. Paragraph
(c) provides for petitions for revival with the fee in >37 CFR <*
1.17(m}) where the delay was unintentional. Paragraph (c) also
indicates when such petitions can be filed. Paragraph (d) re-
quires a terminal disclaimer *#>if a grantable petition under 37
CFR 1.316(b) is not filed within six months of the date of
abandonment. The period to be disclaimed must equal the
number of months between the date of abandonment and the
date a grantable petition is filed. The terminal disclaimer should
employ the format referred to in MPEP § 711.03(c). See MPEP
§ 711.03(c) for a general discussion of petitions relating to
abandonment.<

713 Interviews

The personal appearance of an applicant, attorey, or agent
before the examiner or a telephone conversation between such
partys presenting matters for the latter’s consideration is consid-
ered an interview.

713.01 Glgné:fal Policy, How Conducted

37CER 1.133. [rserviews.

(1) Intesviews with zxarniners concerning applications and other matiers
pending before the Office must be had in the examiners' rooms at such times,
within office hours, as the respective examiners may designate. Interviews will
not be permitted 2t any other time or place without the authority of the Commis-
sioner. Interviews for the discussion of the patentability of pending applications
will not be had before the first official action thereon. Interviews should be
arranged for in advance.

(h) In every instance where reconsideration is requested in view of an
interview with an esaminer, 8 complete written statement. of the reasons
presented at the inierview as warranting favorable action must be filed by the
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EXAMINA’I'ION OF APPLICATIONS

“canbe reached nar when it becoimes apparent that the appllca-:: .
tion requires further amendment or anadditional action by the .

penods of overtine work."

An interview should normally be ammged for in advance, as’
by letter, telegram or telephone call, in order to insure that the .

primary examiner and/or the examiner in charge of the applxca-
tion will be present and available in the Office. When a second
artunitis involved (Patentability Report), the availability of the
second examiner should also be checked. (S& >MPEP< §

P T T

NI7E Y A anmn
705.01(f}.} An appointment for interview once arranged should.

be kept. Many applicants and attomeys plan trips to Washington
in reliance upon such appointments. When, after an appoint-
ment has been made, circumstances compel the absence of the
examiner or examiners necessary to an effective interview, the
other party should be notified immediately so that substitute
arrangements may be made.

When a telephone call is made to an examiner and it becomes
evident that a lengthy discussion will ensue or that the examiner
needs time to restudy the situation, the call should be terminated
with an agreement that the examiner will call back ata specified
time. Such a call and all other calls originated by the examiner
shoutd be made through the FTS (Federal Telecommunications
System) even though a collect czll had been authorized. It is
helpful if amendments and other papers, such as the ietter of
transmittal, include the complete telephone number with area
code and extension, preferably near the signature of the writer.

The unexpected appearance of an attorney or applicant re-
questing an interview without any previous notice to the exam-
iner may well justify hisrefusal of the interview at thattime, par-
ticularly in an invoived case.

An examiner’s suggestion of allowable subject matter may
justify indicating the possibility of an interview to accelerate
early agreement on allowable claims.

An interview should be had only when the nature of the case
is such that the interview could serve to develop and clarify
specific issues and lead to a mutual understanding between the
examiner and the applicant, and thereby advance the prosecu-
tion of the application. Thus the attorney when presenting
himself or herself for an interview should be fully prepared to
discuss the issuesraised in the Office action. When itis obvious
that the attomey is not so prepared, an interview should not be
permitted. It is desirable that the attorney or applicant indicate
in advance what issues he or she desires to discuss at the
inferview,

Examiners should avoid unnecessary interruptions during
interviews with attorneys or inventors. In this regard, examiners
should notify their receptionist, immediately prior to an inter-
view, 10 not complete incoming telephone calls unless such are
of an emergency nature, As appropriate, examiners should
familiarize themselves with the status and existing issues in an
application or reexamination proceeding before an interview,

The examiner should net hesitate to state, if such be the case,
that claims presented for consideration at the interview require
further search and study. Nor should the examiner hesitate to
conclude an interview when it appears that no common ground
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examiner; However; the examiner should attempt to identify -
issues and xesolve dxfferencea dunng the mtemew as much as:
possible: - : i :

Ttis the: responsxblllty of both pames to the interview: to see !
that it is not extended beyond a reasonable period, usually not”.
longer than thirty minutes. It is the duty of the primary examiner
to see that an interview is not extended beyond a reasonable -
period even when he does not personally pariicipate ‘ini: uhc
interview.

During an interview with an applicant who is prosecuting his
or her own case and is not familiar with Office procedure the
examiner may make suggestions that will advance the prosecu-
tion of this case; this lies wholly within his orher discretion. Too
much time, however, should not be allowed for such interviews.

Examiners may grant onc interview after final rejection. See
>MPEP< § 713.09,

Where the response to a first complete action includes a
request for an interview or a telephone consultation to be
initiated by the examiner, or where an out-of-town attorney
under similar circumstances requests that the examiner defer
1aking any further action on the case until the attorney’s next
visit to Washington (provided such visit is not beyord the date
when the Office action would normally be given), the examiner,
as soon as he or she has considered the effect of the response,
should grant such request if it appears that the interview or.
consultation would result in expediting the case to a final action.

Where agreement is reached as a resuli of an interview,
applicant’s representative should be advised that an amendment
pursuant to the agreement should be promptly submitted. If the
amendment prepares the case for final action, the examiner
should take the case up as special. If not, the case should await
jts turn,

Consideration of a field amendment may be had by hand
delivery of a duplicate copy of said amendment.

Early communication of the results of the consideration
should be made to applicant; if requested, indicate on attorney’s
copy any agreement; initial and date boih copies.

Although entry of amendatory matter usually requires actual
presence of the original paper, examiner and clerical processing
should proceed as far as practicable based on the duplicate copy.
The extent of processing will depend on each amendment.

The substance of any interview, whether in person or by
telephonc must be made of record in the application, See
>MPEP< § 713.04.

>VIEWING OF VIDEO TAPES DURING INTERVIEWS

The Patent and Trademark Office has video tape equipment
available in the facilities of the Patent Academy for viewing
video tapes from applicants during interviews with patent
examiners.

The video tape equipment may use VHS and UHS (3/4 inch
tape) cassettes,

Attorneys or applicants wishing to show a video tape during
an cxaminer interview must be able to demonstrate that the
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¥ coment of the vxdeo tapehasa beanng onan outsxandmg issue -

-~ inthe application and its viewing will advanceithe’ pmwcuuoné‘s o

-~ of: theapphcauon {Prior approval-of viewing of &' viden | tape

- during aninterview mustbe granted by.the Supervisory Primary -

~Examiner. Also, use of theroom and equipment mustbe granted
by the Training: Manager o avmd any conﬂxct wnh thc Patent

Academy.

Requests (o usé vxdeo tape vxewmg equlpment for an mter— |

view should be made at least one week in advance to allow the
Patent Academy staff sufficient ime to ensure the availability
and proper scheduling of both a room and equipment.

Interviews using Office video tape equipment will be held
only in the Patent Academy facilities located in One Crystal
Park, Room 502, Attorneys or applicants should not contact the
Patent Academy direcy regarding availability and scheduling
of video equipment. All scheduling of rooms and equipment
should be done through and by the examiner conducting the
interview.<

EXAMINATION BY EXAMINER OTHER THAN THE
ONE WHO CONDUCTED THE INTERVIEW

Sometimes the examiner who conducted the inierview is
transferred to another group or resigns, and the examination is
continued by another examines. If there is an indication thatan
interview had been held, the second examiner should ascertain
if any agreements were reached at the interview, Where condi-
tions permit, as in the absence of a clear error or knowledge of
other prior art, the second examiner should take a position
consistent with the agreements previously reached. See
>MPEP< § 812.01 for a statement of telephone practice in
restriction and election of species situations.

713.02 Interviews Prior to First Official

Action

Prior to filing, no interview is permitted. However, in the
examiner’s discretion, a limited amount of time may be spentin
indicating the field of search toan attorney, searcher or inventor.

A request for an interview prior to the first Office action is
ordinarily granted in continuing or substitute applications. A
request for an interview in all sther applications before the first
action is untimely and will not be acknowledged if writien, or
granted if oral; 37 CFR 1.133 (a).

SEARCHING IN GROUP

Search in the group art unit should be permitied only with the
consent of a primary exarminer.

EXPOUNDING PATENT LAW

The Patent and Trademark Office cannot act as an expounder
of the patent law, nor as a counsellor for individuals.

713.03 Interview for “Sounding Out”
Examiner Not Permitted
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713 04 Substance of Intervnew Must Be
Made of Record [R 6]

A compleéte written statément as to the substance of any face-
to-face or telephone interview with regard to an application
must be made of record in the application, whether or not an
agreement with the examiner was reached at the interview. See
37 CFR 1.133(b), >MPEP< § 713.01.

37 CFR 1.133 Interviews

LR NS 8

(b) In every instance where reconsideration is requested in view of an
interview with an examiner, a complete written statement of the reasons pre-
sented at the interview as warranling favorable action must be filed by the
applicant. An interview does not remove the nezessity for vesponse to Office
actions as specified in §§ 1.111, 1.135.

37 CFR 12 Business to b transacted in writing.

All business withs the Patent and Trademark Office should be transacted in
writing. The personal attendsnce of applicants or their sitomeys or agents st the
Patent and Trademark Office is unnecessary. The action of the Pstent and
Trademark Office will be based exclusively on the written record in the Office.
Noattention vvill be paid 1o any alleged oral proise, stipulation, orunderstand-
ing in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be
based exclusively on the written record in the Office if that
record is itself incomplete through the failure to record the
substance of interviews.

Itis the responsibility of the applicant or the attorney or agent
to make the substance of an interview of record in the applica-
tion file, unless the examiner indicates he or she will doso. Itis
the examiner’s responsibility to see that such a record is made
and to correct material inaccuracies which bear directly on the
question of patentability.

Examiners must complete a two-sheet carbon interleaf Inter-
view Summary Form for each interview* where a matter of
substance has been discussed during the interview by checking
the appropriate boxes and filling in the blanks in neat handwrit-
ten form using a ball point pen. Discussions regarding only
procedural matters, direcied solely to restriction requirements
for which interview recordation is otherwise provided for in
>MPEP< § 812.01, or pointing out typographical errors in
Office actions or the like, are exciuded from the interview
recordation procedures below.,

The Examiner Interview Summary Form PTOL — 413 shall
be given an appropriate paper number, placed in the right hand
portion of the file, and listed on the “Contents” list on the file
wrapper. ** In a personal interview, the duplicate copy of the
Form is removed and given to the applicant (or attorney or
agent) at the conclusion of the interview. In the case of a
tclephonic interview, the copy is mailed to the applicant’s
correspondence address either with or prior to the next official
communication. If additional correspondence from the exam-
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ines is not hkely before an aHawmcc orif othcr cmumsxmces
d.ctate the Form should be mailed prompily aﬁerthemlephom
interview rather than with'the next official comrmunication
The Form provndes for reocrdanon of the followmg mforma-
ton: '

— Serial Numberoflhe apphmuon R

—Name of applicant

— Name of examiner

— Date of interview

— Type of interview (personat or telephomc)

— Name of participani(s) (applicant, attorney or agent, €ic.)

— An indication whether or not an exhibit was shown or a
demonstration conducted

— An identification of the claims discussed

— An identification of the specific prior art discussed

— Anindication whether an agreement was reached and if so,
a description of the general nature of the agreement (may be by
attachment of a copy of amendments or clzims agreed as being
allowable), (Agreements as to allowability are tentative and do
not restrict further action by the examiner to the contrary.)

—The signature of the examiner who conducted the interview

— Wames of other Patent and Trademark Oifice personnel
present.

TheForm also conlains a statement reminding the applicant of
his or herresponsibility to record the substance of the interview.

Itis desirable that the examiner orally remind the applicant of
his or her obligation to record the substance of the interview in
each case unless both applicant and examiner agree that the
examiner willrecord same. Where the examiner agrees torecord
the substance of the interview, or when it is adequately recorded
on the Form or in an attachment to the Form, the examiner will
check a box at the bottom of the Form informing the applicant
that he or she need not supplement the Form by submitting a
separate record of the substance of the interview.

Itshould be noted however, that the Interview Summary Form
will not be considered a complete and proper recordation of the
interview unless it includes, or is supplemented by the applicant
or the examiner to include, all of the applicable items required
below concerning the substance of the interview.

The complete and proper recordation of the substance of any
interview should include atleast the following applicable items:

(1) A brief description of the nature of any exhibit shown or
any demonstration conducted,

(2) an identification of the claims discussed,

(3) an identification of specific prior art discussed,

(4) an identification of the principal proposed amendments of
a substantive nature discussed, unless these are already de-
seribed on the Interview Summary Form Completed by the
examiner,

(5) the general thrust of the principal arguments of the appli-
cant and the examiner should also be identified, even where the
intesview is initiated by the examiner. The identification of
arguments need not be lengthy or elaborate. A verbatim or
highly detailed description of the arguments is not sequired. The
identification of the arguments is sufficient if the general nature
or thrust of the principal arguments can be understood in the
context of the application file. Of course, the applicant may
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he or she feels were or might be perSuassve to the exaininer,

(6) 2 general mcincahon of any other pemnem matters dlS L

cussed, and =

(7) ﬂfapnropnate, Lhe general results oroutcome of the inter-.
view unless already descnbed fin Lhe Imervxew Summary Form :

compleied by the examiner. -

Examiners are expected to carefully review the applxcant S
record of the substance of an interview. If the record is not
complete or accurate, the examiner will give the applicant -
one month from the date of the notifying lester or the
remainder of any period for response, whichever is longer, to
complete the response and thereby avoid abandonment of the
application by using Form paragraph 7.84 (37 CFR 1.135(c)).

7.84 Amendment is Non-Responsive 1o Interview

The communication filed on {1] is non-responsive because it fails to include
a complete or accurate record of the substance of the [2] imerview. {3]

APPLICANT IS GIVEN A ONE MONTH TIME LIMIT FROM THE
DATE OF THIS LETTER, OR UNTIL THE EXPIRATION OF THE PERIOD
FOR RESPONSE SET IN THE LAST OFFICE ACTION, WHICHEVER IS
THE LONGER, TO COMPLETE THE RESPONSE. NO EXTENSION OF
THIS TIME LIMIT MAY BE GRANTED UNDER EITHER 37CFR 1.136 (8)

OR (),

Examiner Note:
In bracket 2, insert the date of the interview.
In bracket 3, explain the deficiencies.

EXAMINER TO CHECK FOR ACCURACY

Applicant’s summary of what took place at the interview
should be carefully checked to determine the accuracy of any
argument or statement attributed to the examiner during the
interview. If there is an inaccuracy and it bears directly on the
question of patentability, it should be pointed out in the next
Office letier. If the claims are allowable for other reasons of
record, the examiner should send a letter seiting forth his or her
version of the statement attributed to him or her.

If the record is complete and accurate, the examiner should
place the indication “Interview record OK” on the paper record-
ing the substance of the interview along with the date and the
examiner’s initials.

713.05 Interviews Prohibited or Granted,
Special Situcztions [R-6]

Saturday interviews, see >MPEP< § 713.01.

Except in unusual situations, no interview is permitted after
the brief on appeal is filed or afier acase has been passed toissue.

An interview may be appropriate before applicant’s first
response when the examiner has suggested that allowable
subject matter is present or where it will assist applicant in
judging the propric:y of continuing the prosccution.

Office employees are forbidden to hold either oral or written
communication with an unregistered or a disbarred attorney
regarding an application unless it be one in which said attorney
is the applicant. See >SMPEP<« § 105.

Interviews are frequently requested by persons whose creden-
tials arc of such informal character that there is serious question
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- astowhether such personsare entitled toany mformauon under
~the provisions: of 37.CER-1. 14.In: general interviews.are not -

granted to persons who lack proper anthority from the applicant
“orattorney of record ir: the form of a paper on file in the case or
do not havein their possession a copy. of the application file. A

MERE POWER: TO INSPECT IS NOT SUFFICIENT AU-

THORITY FOR GRANTING AN INTERVIEW INVOLV-
ING THE P.7:%11§ OF THE APPLICATION. -

However, inte: views may be granted toregistered mdmduals
who are known to be the local representatives of the adorney in
the case, even thoughapower of attorney to them isnot of record
in the particular application. ¥ "hea prompt action is important
an interview with the local representative may be the only way
o save the application from abandonment. (See SMPEP< §
408.)

Ifaregistered individual seeking the interview has in his or her
possession a copy of the application file, the examiner may
accept his or her statement that he or she is authorized o
represent the applicant under 37 CFR 1.34 or is the person
named as the attorney of record.

Interviews normally should not be granted unless the request-
ing party has authority to bind the principal concerned.

The availability of personal interviews in the “Conference
Period”, which is the time between the filing of applicant’s
thorough first response and a concluding action by the the
exarminer, for aitomeys resident or frequently in Washington is
obvious. For others more remote, telephone interviews may
provz aluable. However, present Office policy places great
emphasis on telephone interviews initiated by the examiner to
attorneys and agents of record. See >MPEP< § 408,

The examiner, by making a telephone call, may be able to
suggest minor, probably quickly acceptable changes which
would result in allowance. If there are major questions or
suggestions, the call might state them concisely, and suggest a
further telephone or personal interview, at a prearranged later
time, giving applicant more time for consideration before dis-
cussing the points raised.

For an interview with an examiner who does not have nego-
tiation authority, arrangements should always inciude anexam-
iner who does have such authority, and who is familiar with the
case, so that authoritative agreement may be reached at the time
of the interview.

GROUPED INTERVIEWS

For attorneys remote from Washington who prefer personal
intesviews, the grouped interview practice is effective, If in any
case there is a preasranged interview, with agreement to file a
prompt supplemental amendment putting the case as nearly as
may be in conattion for concluding action, prompt filing of the
supplemental amendment gives the case special status, and
brings it up for immediate special action.

713.06 NolInter Partes Questions Discussed
Ex Parte [R-6

The examiner may not discuss inter partes questions ex parte
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Pnor to an mtervxew the exammer should arrange hlS or her
desk so that all files, drawings and other- papers, except those
necessary in the interview, are placed out of view. See >MPEP<
§ 101. o

713.08 Déﬁ%onstratmn, Exhxblts, Models
-G

The invention in guestion may be exhibited or demonstrated
drring the interview by a model thereof. A model received by
the examiner from the applicant or his or her attorney must be
properly recorded on the “Contents” portion of the application
file wrapper. See >MPEP< §§ 608.03 and 608.03(a).

Oftentimes a model or exhibit is not given into the custody of
the Office bat is brought directly into the group by the attomey
solely for inspection or demonstration during the course of the
interview. This is permissible. Demonstrations of apparatus or
exhibits 100 large to be brought into the Office may be viewed
by the examiner outside of the Office, (in the Washington area)
with the approval of the supervisory primary examiner. It is
presumed that the witnessing of the demonstration or the re-
viewing of the exhibit is actually essential in the developing and
clarifying of the issues involved in the application.

713.09 Finally Rejected Application {R-6)

Normally, one interview after final rejection is permitied.
However, the intended purpose and content of the interview
must be presented briefly, either orally or in writing. Such an
interview may be granted if the examiner is convinced that
disposal or clarification for appeal may be accomplished with
only nominal further consideration. Interviews merely torestate
arguments of record or io discuss new limitations which would
require more than nominal reconsideration or new search
should be denied. See >MPEP< § 714.13.

Amend-

713.10 Interview Preceding Filing
[R-6]

ment YUnder Section 1.31

After a case is sent to issue, it is technically no longer under
the jurisdiction of the primary examiner, 37 CFR 1.312. An
interview with an examiner that wonld involve a detailed con-
sideration of claims sought to be entered and perhaps catailing
a discussion of the prior art for determining whether or not the
claims are allowable should not be given. Obviously an appli-
cant is not entitled to a greater degree of consideration in an
amendment presented informally than is given an applicant in
the consideration of an amendment when formally presented,
particularly since consideration of an amendment filed urder
>MPEP< § 1.312 cannot be dernanded as a matter of right.

Requests for interviews on cases alrcady passed o issue
should be granted only with specific approval of the group
director upon a showing in writing of extraordinary circum-
stances.
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‘714 e& mendments, Appllcant’s Actlon {R-G]

37 \..'R I 11 A:ne
'Iheapphcm

also afterthe second or subsequent examination o reconsideration a3 specified

in § 1.112 or when and ss specifically requirsd by the examiner. The patent

ownermay amend in sccordance with §§:1.510(e) and 1. 530(b) priorio reexami- .
nation, end during reexamination proceedings in accordance with §§ i 112 and

1.116.
See also SMPEP< § 7 14 12.

For amendments in reexamination proceedings see >MPEP< :

§§ 2250 and 2266.
714.01 Signatures to Amendments [R-6]

To facilitate any telephone call that may become necessary, it
is recommended that the complete telephone number with arca
code and extension be given, preferably near the signature, Note
>MPEP< §§ 605.04 to 605.05(a) for a discussion of signatures
to the application.

714.01(a) Unsigned or Improperly Signed
Ame%dment [Rp6]p yoie

An unsigned amendment or one not properly signed by a
person having authority to prosecute the case is notentered. This
applies, for instance, where the amendment is signed by one
only of two applicants and the one signing has rot been given a
power of attorney by the other applicant.

If copies (carbon or electrostatic) are filed, the signature must
be applied after the copies are made. >MPEP< § 714.07.

An amendment filed with a copy of a signature rather than an
original signature, may be entered if anaccompanying transmit:
tal letter containg 4 proper original signature,

When an unsigned or improperly signed amendment is re-
ceived the amendment will be listed on the file wrapper, but not
entered, The examiner will notify applicant of the status of the
case, advising him or her to furnish a duplicate amendment
properly signed or toratify the amendment already filed. Appli-
cant has either the time remaining in the period for response or
may take advantage of the extension of time provisions of >37
CFR<* 1.136(a), o file any supplemental response (37 CFR
1.135, SMPEP«< § 711).

Applicants may be advised of unsigned amendments by use of
Form Paragraph 6.35.

6.35 Amendment is Unsigred

The proposed [1] filed on [2] has not been entered because it is unsigned.
Applicant is given either the time remaining in the sesponse peried of the last
Office action or a ONE month time limit from the date of this letter, whichever
is the longer, within which to supply a duplicate paper of ratification, properly
signed, NO EXTENSION OF THIS TIME LIMIT MAY BE GRANTED
UNDER EITHER 37 CFR 1.136 (3) OR (b} **.

Examiner Note:
In the first “bracket” insert (1) amendment (2) substitute Oath (3) substitite

Declaration whichever is applicshie,

Sometimes problems arising from unsigned or immproperly
signed amendments may be disposed of by calling in the local
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‘the suthority tosign the amendment. Listings oflocal represen-. . -

tatives of out-of-town attomeys are kept ava:lable in the various yo
group directors’ offices. :
An amendment signed. by A person whose name is known m

have been removed from the registers of attorneys and agents. .-
under the provisions of 37 CFR § 1.347 or § 1.348 is not
entered. The file and unentered amendment are submitted to
the Office of **>Enrollment and stcxplme< for appropriate
action, ‘ ,

714. 01(c) Signed by Attorney Not of
Record [R-6]

See >MPEP< § 405. A registered attorney or agent acting in
arepresentative capacity under 37 CFR 1.34, may sign amend-
ments even though he does not have a power of attorney in the
application. See >SMPEP< § 402.

714.01(d) Amendment Signed by Aﬁphcant
But Not by Attorney of Record

If an amendment signed by the applicant is received in an
application in which there is a duly appointed attorney, the
amendment should be entered and acted upon. Attention should
becalledto37 CFR 1.33(a) in patentapplicationsand to 37 CFR.
1.33(c) in reexamination proceedings. Two copies of the action
should be prepared, one being sent 1o the attorney and the othcr
direct to applicant. The notation: “Copy to applicant” should
appear on the original and on both copies.

714.02 Must Be Fully Responsive [R-6]

37 CFR 1.111. Reply by applicant or patent owner.

(a) After the Office action, if adverse in any respect, the applicant or patent
owner, if he or she persists in his or her application for a patent or reexamination
proceeding, must reply thereto and may request reconsideration or further
examination, with or without amendment.

() In order to be entitled to reconsideration or further examination, the
applicant or patent owner must make request therefor in writing. The reply by
the applicant or patent owner must distinctly and specifically point out the
supposed errors in the examiner’s action and must respond to every ground of
objection and rejection in the prior Office action. If the reply is with respect to
anapplication, a request may be made that objections or requirements as to form
niot necegsary to further consideration of the claims be held in abeyance until
allowable subject matter is indicated. The applicant’s or patent owner’s reply
must appear throughout to be a bona fide sttempt to advance the case to final
action. A generel allegation that the claims define s potentable invention without
specifically pointing out how the language of the claims pateatably distin-
guishes them from the references does not eomply with the requirements of this
gection.

(¢)In amending in response to 4 rejection of claims in an epplication or patent
undergoing reexamination, the applicant or patent cwner must clearly poki - out
the patentable novelty which he or she thinks the claims pregent in view of the
state of the ant disclosed by the references cited or the objections made, He or
she must also show how the amendments avoid such references or objections,
(Sce §5 1.135 and 1.136 for time for reply.)

In all cases where response to a requirement is indicated us
necessary to further consideration of the claims, or where
allowable subject matter has been indicated in an application, a
complete response must either comply with the formal require-
ments or specifically iraverse each one not complied with,
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cathi and the like are: geneml}y consndereu as:formal matters
. However; the lme ‘between formal matters and: those: toachmg
the merits is not sharp, and the determination of the merits of & -

- case ‘may - require ‘that stich corrections, new oath; etc., be

insisted upon pnor to any mdlcanon of allowable sub;ectmalter “

37 CFR 1119, Amendment afclauns '

The claims miay be amended by cariceling particular claims, by presenting
aew claims, or by rewriling particular claims as indicated in § 1.121. The re-
quirements of § 1.111 must be complied with by peinting out the specific dis-

tinctions believed 10 render the claims patentzble over the references in’

presenting arguments in suppont of new claims and amendments.

An amendment submitted afier a second or subsequent non-
final action on the merits which is otherwise responsive but
which increases the number of claims drawn to the invention
previously acted upon is not to be held non-responsive for that
reason alone. (See 37 CFR 1.112, sMPEP= § 706.)

The prompt development of a clear issue requires that the
responses of the applicant meet the objections to and rejections
of the claims, Applicant should also specifically point out the
support for any amendments made to the disclosure. See
>MPEP< § 706.03(n).

An amendment attempting to “rewrite” a claim in the manner
set forth in 37 CFR 1.121(b) may be held non-respoasive if it
uses parentheses, ( ), where brackets, [ 1, are called for; see
>MPEP< § 714.22.

Responses to requirements (o restrict are treated under
>MPEP< § 818.

714.03 Amendments Not Full%Responswe
Action To Be Taken [R-5]

If there is sufficient time remaining in the six-month statutory
period or set shortened statutory period when applicant’s
amendment is found to be not fully responsive to the last Office
action, a letter should at once be sent applicant pointing out
wherein his or her amendsment fails to fully respond coupled
with a warning that the response must be completed within the
time period in order to avoid the question of abandonment. See
>MPEP< § 714.05.

Where a bona fide response to an examiner’s action is filed
before the expiration of a permissible period, but through an
apparent oversight or inadvertence some point necessary 10 a
complete response has been omitted — such as an amendment
or argument as to one or two of several claims involved or
signature to thzamendment — the examiner, as soon as he or she
notes the omission, should require the applicant to complete his

r her response within a specified time limit (usually one month)
if the period has already expired or insufficient time is left to
take action before the expiration of the period. If this is done the
application should not be held abandoned even though the
prescribed period has expired.

Under 37 CFR 1.135(c), the missing matter or lack of comphi-
ance must be considered by the examiner as being “inadver-
wntly omitted”. Once an inadvertent omission is brought to the
attention of the applicant, the question of inadvertence no longer

Rev. 6, Oct. 1987

"~ would not be anptopnate under 37 CFR L 135(c) Accordm ly‘

M ANUAL OF PATENT EXAMINING PROCEDURE

no extensions, of time can. be granted in such’ sntuano
Where there isan mformah&y as to the fee i in connection wuh- .

" an- amendment: ‘presenting additional claims, the applicant is

notified by the clerk on form I’I‘ OL-319 See >MPEP< §8607' '
and 714.10. ’

The examiner must exercise discretion in applying the prac-
tice under >37 CFR<*1 135(c} to safeguard agamst abuses
thereof. :

The practice outhned above does not appIy where there has :
been a deliberate omission of some necessary part of acomplete
response. For example, if an election of species has béen
required and applicant does not make clection because he or she
holds the requirement to be wrong, the amendment on its face is
nota “bona fide attempt to advance the case to final action” (>37
CFR<* 1.135(c)), and the examiner is without authority to
postpone decision as to abandonment.

Ifthere is ample time forapplicant’s reply to be filed within the
time pericd, no reference is made to the time for response other
than to note in the letter that the response must be completed
within the period for response dating from the last Office action
or within any extension pursuant to >37 CFR<* 1.136(a).

Form Paragraph 7.95 may be used where a bona fide

response is not entirely responsive.

7.95 Nor-Responsive Amendments

The communication filed on [1] is non-responsive to the prior Office action
because [2]. Since the response appears to be bona fide, but throvgh an sppatent
oversight or inadverience failed to provide a complete response, applicant is
required to complete the response within a time limit of one month from the date
of this letter or within the time remaining in the response period of the last Office
action, whichever is the longer. NO EXTENSION OF THIS TIME LIMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1.136 (a) OR (b) BUT THE
PERIOD FOR RESPONSE SET IN THE LAST OFFICE ACTION MAY BE
EXTENDED UP TO A MAXIMUM OF 6 MONTHS.

Examiner Note:
This practice does not apply where there has been & deliberate omission of

some necessary part of a complete response.
Under such cases, the examiner has no authority 10 grant an extension if the

period for response has expired. See form paragraph 7.91.

714.04 Claims Presented in Amendment
With No Attempt To Point Qut Patentable
Novelty [R-6]

In the consideration of claims in an amended case where 1o
attempt is made 1o point out the patentable novelty, the claims
should not be allowed. (See 37CFR 1,111, >MPEP< § 714.02.)

An amendment failing to point out the patentable novelty
which the applicant believes to exist in his case may be held to
be non-responsive and a time limit set to furnish a proper
response if the statutory period has expired or almost expired
(>MPEP< § 714.03). However, if the claims as amended are
clearly open to rejection on grounds of record, a final rejection
should gencrally be made.

714.05 Examiner Should Immediately
Inspect [R-6]
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EXAM&N ATION OF APPLICA'HON S
; reache.s ktﬁe exammmg gmup or, la;er, ,when the, case is reached -f

Acuonsby applmr,espec:ally those filed mar;heeud of the
::penod for respunse, should be mspected mmwdrate ixpon
 filing to deiermine whether they are complelely responsive (o

the preceding Gifice action so as to prevent abandonment of the
-application.’If found inadequate, and sufficient time remains,
‘ applicant should be notified of the deficiencies and warned to
complete the response wuhm the penod See >\4PEP< §
71403, -

All amended cases put on the examiner’s desk should be
inspacted at once o determine:

If the amendment is properly signed ( >MPEP< § 714.01).

If the amendment has been filed within the statutory period,
set shortened period or time limit ( >MPEP< § 710).

If the amendment is fully responsive. See >MPEP< §§ 714.03
and 714.04.

If the changes made by the amendment warrant transfer. Sec
>MPEP< § 903.08(d).

If the case is special. See >MPEP< § 708.01.

If claims suggested to applicant for interference purposes
have been inserted.

If there is a traverse of a requirement for resiriction. See
>MPEP< § 818.03(2).

If “easily erasable” paper has been used or other non-perma-
nent method of preparation or reproduction. See >MPEP< §
714.07.

If applicant has cited references. See >SMPEP< §§ 707.05(b)
and 1302.12,

If a terminal disclaimer has been filed. Sce >MPEP< §§
508.01, 804.02, 804.03 and 1490,

If any matter involving security has been added. See >MPEP<

§ 107.01.

ACTION CROSSES AMENDMENT

A supplemental action is usually necessary when an amend-
ment is filed on or before the mailing date of the regular action
but reaches the examining group later, The supplemental action
should be promptly prepared. It need not reiterate all portions of
the previous action that are still applicable but it should specify

which portionsare to be disregarded, pointing out that the period

for response ruas from the mailing of the supplemental action.
The action should be headed “Responsive o amendment of
(date) and supplemental to the action mailed (date)”.

714.06 Aﬁneg}dments Sent to Wrong Group

See >MPEP< § 508.01.

714.07 Amendments Not in Permanent Ink

37 CFR 1.52(a) requises “permanent ink or its equivalent in
quality” to be used on papers which will become part of the
record and In re Benson, 1959 C.D. 5,744 O.G. 353, holds that
documents on so-called “easily erasable” paper violate the
requirement. The fact that >37 CFR<* 1.52(a) has not been
complied with may be discovered as soon as the amendment
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' perméméht eopy within one month or {0 order a copy to be macie
by the Patent and Trademark Office.at his or her expense.
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Physical entry of the amendment will bé: made fron ihe perma-
nent copy.

- If there is no appropriate response within the one month

period, a copy is made by:the Patent and Trademark Office,

-applicant being notified and required to remit the charges or

authorize charging them to his deposit account.

In the second instance, when the non-permanence of the
amendment is discovered only when the case is reached for
action, similar steps are taken, but action on the case is not held
up, the requirement for a permanent copy of the amendment
being included in the Office action.

Office copier or good carbon copies on satisfactory paper are
acceptable. ButseeInre Application Papers Filed Jan. 20,1956,
7060.G. 4. Although agood copy is acceptable, signatures must
be applied after the copy is made.

See >MPEP< § 608.01 for more discussion on acceptable
copies.

714.08 Telegraphic Amendment

When a telegraphic amendment is received, the telegram is
placed in the file but not entered. If a properly signed formal
amendmentdoes not follow in due time, the applicant is notified
that the telegram will not be accepted as aresponse to the former
Office action. The time period for response to the Office action
continues to run and is extendable under »>37 CFR<* 1.136.

The same test as to completeness of response applies to an
amendment sent by telegraph as to one sent by mail. See
>MPEP< § 714.02,

714.09 Amendments Before First Office
Action [R-6]

Anamendment filed before the {irst Office action, but not filed
along with the original application, does not enjoy the status of

- part of the original disclosure. See >MPEP< § 608.04(b).

However, an application will be accorded a filing date based
upon identification of the inventor(s) and the submission of a
complete specificationincluding claims and any required draw-
ings. The oath or declaration and/or filing fee can be submitted
later. Thus, in the instance where an application is filed without
the oath or declaration and suc': application is accompanied by
an amendment, that amendment is considered a part of the
original disclosure. The subsequently filed cath or declaration
must refer to both the application and theamendment, Any copy
of the application as filed rnust include a copy of the aniendment
as well, particularly where certified copies for priority purposes
arc requested.

In the case of >37 CFR<§ 1.60 or § 1.62 (unexccuted)
applications, an amendment to the specification siating that,
“Thig application is a division (continuation) of application
Serial No. ............ filed .....ooovnee " and canceling any irrelevant
claims as well as any preliminary amendment should accom-
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"'714 10 Claims Added in Excess of Fllmg
Fee [R-6] - .

“The patent statute provides for the presentation of clalms

. added inexcess of the filing fee. On paymentof an additional fee

(sez>MPEP< § 607), these excess claims may be presented any

time after the application is filed, which of course, includes the
time before the first action.

714.11 Amendment Filed During
Interference Proceedings [R-6]
See >MPEP< §>2364.01<.*

714.12 Amendments After Final Rejection
or Action [R-6]

37 CFR 1.116. Amendments after final action.

(2} After final rejection or action (§ 1.113) amendments may be made
canceling claims or complying with any requirement of fenm which has been
made, Amendments presenting rejecied claims in beser form for considerstion
on sppesl may be admitied. The admission of, or refusal to admit, any
smendment after final rejection, and any proceedings relative thereto, shall not
operste to relieve the epplication or paems under reexamination from its
condition 23 subject 1o sppeal or 1o save the application from abendonment

under § 1.135.

() If amendmems touching the merits of the application or patent under
reexamination are presented after final rejection, or after appeal has been waken,
or when such smendment might not otherwise be proper, they may be admitted
upon showing of good and sufficient reasons why they are necessary and were
1o earlier presented.

{cj No amendment can be made a¢ 8 matter of right in appealed cases. After
decision on appeal, smendments can only bemade asprovided in § 1.198, or to
camy into effect & recommendation under § 1.196.

Once a {inal rejection that is not premature has been entered
in a case, applicant or patent owner no longer has any right to
unrestricted further prosecution. This does not mean that no
further amendment or argument will be considered. Any
amendment that will place the case either in condition for
alfowance or in better form for appeal may be entered. Also,
amendments complying with objections or requirements as to
form are to be permitted after final action in accordance with
>37CFR<* 1.116(a). Ordinarily, amendments filed after the
final action are not entered unless approved by the examiner,
See SMPEP< 8§ 706.07(¢), 714.13 and 1207.

The prosecution of an applicaiion before the examiner should
ordinarily be concluded with the final action. However, one
personal interview by applicant may be entertained after such
final action if circumstances warrant. Thus, only one request by
applicant for a personal interview after final should be granted,
but in exceptional circumstances, a second personal intesrview
may be initiated by the examiner if in his judgment this would
materially assist in placing the application in condition for
allowance.

Many of the difficulties encountered in the prosecution of
patent applications after final rejection may bealleviated if each
applicant includes, at the time of filing or no later than the first
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“or Actlon, Procedure Followed [R-6]

FINAL REJECT ION TIME rOR RESPONSE

On Octobet 1, 1982, pursuam-toPubhc Law 97-247, thePatem
and Trademark Office, discontinued the previous practice in
patent applications -of extending without fee the shortened
statutory period for response to a final rejection upon the filing
of a timely first response to a final rejection (37 CFR 1.116).
Since October 1, 1982, applicants are able to obtain additional
time for a first or subsequent response to a final rejection by
petitioning and paying the appropriate fee under 37 CFR
1.136(a), provided the additional time does not exceed the six
month statutory period.

In order to continue to encourage the early filing of any first
response after a final rejection and 10 take care of any situation
inwhich the examinerdoes nottimely respond to afirst response
after final rejection which is filed early in the period for
response, the Office is changing the manner in which the period
for response is set on any final rejection mailed after February
27, 1983,

Under the changed procedure, if an applicant initially re-
sponds within two months from the date of mailing of any final
rejection setting a three-month shortened siatutory period for
response and the Office does not mail an advisory action until
after the end of the three-month shortened statutory period, the
period for response for purposes of determining the amount of
any extension fee will be the date on which the Office mails the
advisory action advising applicant of the status of the applica-
tion, but in no event can the period extend beyond six months
from the date of the final rejection. This procedure will apply
only to a first response to a final rejection and will be imple-
mented by includng the following language in each final

rejection mailed after February 27, 1983;

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS
FINAL ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE
OF THIS ACTION. IN THE EVENT A FIRST RESPONSE IS FILED
WITHIN TWO MONTHS OF THE MAILING DATE OF THIS FINAL
ACTION AND THE ADVISORY ACTION IS NOT MAILED UNTIL AF-
TER THE END OF THE THREE-MONTH SHORTENED STATUTORY
PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY
EXTENSION FEE PURSUANT TO 37 CFR 1.136(s) WILL BE CALCU-
LATED FROM THE MAILING DATE OF THE ADVISORY ACTION. IN
NO EVENT WILL THE STATUTORY PERIOD FOR RESPONSE EXPIRE
LATER THAN SIX MONTHS FROM THE DATE OF THIS FINAL AC-

TION.

This wording is part of Form Paragraphs 7.39, 7.40 and 741.
Form Paragraph 7.39 appears in >MPEP< § 706.07. Form
Paragraph 7.40 appears in >MPEP< § 706.07(a). Form Para-
graph 7.41 appears in >MPEP< § 706.07(b).

For example, if applicant initially responds withintwo months
from the date of mailing of a final rejection and the examiner
mails an advisory action before the end of three months from the
date of maiting of the final rejection, the shortened statutory
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p"nod wnll exprre at the end of three moniths: from the date of - -
i nfee
. placing the application in better condmon for appeai Ex parle gk

+ mailing of the ﬁnal rejecuon In: such acase; any ex
*“would theii be” calculated - fromn ‘the end ‘of the ‘three onth

period. If the examiner, however, does not mail an advrsory

action until after the end of three months; the shortened statutory

 action and any extension fee. may be calculated from that date.
- >Intheevent thata firstresponse is not filed within two months
of the mailing date of the final rejection, any extension fee
pursuant to 37 CFR 1.136(a) will be calculated from the end of
the response period set in the final rejection. <**
Failure to file aresponse during the shoriened statutory period
results in abandonment of the application unless the time is
extended under the provisions of 37 CFR 1.136.

ENTRY NOT A MATTER OF RIGHT

It should be kept in mind that applicant cannot, as a matter of
right, amend any finally rejected claims, add new claims after a
final rejection (see >37 CFR<* 1.116) or reinstate previously
canceled claims.

Except where an amendment merely cancels clzims, adopts
examiner suggestions, removes issues for appeal, or in some
otker way requires only a cursory review by the examiner, com-
pliance with the requirement of a showing under >37 CFR<*
1.116(b) is expected in all amendments after final rejection.
Failure to properly respond to the final rejection results in
abandonment unlessan amendmentisentered in part (>MPEP<
§ 714.20, items 3 and 4).

An amendment filed at any time after final rejection but
before anappeal brief is filed, may be entered upon or after filing
of an appeal provided the total effect of the amendment is to (1)
remove issues for appeal, and/or (2) adopt examiner sugges-
tions.

See also >MPEP< §§ 1207 and 1211,

ACTION BY EXAMINER

In the event that the proposed amendment does not place the
case in better form for appeal, nor in condition for allowance,
applicant should be promptly informed of this fact, whenever,
possible, within the statutory pericd. The refusal to enter the
proposed amendment should not be arbitrary. The proposed
amendment should be given sufficient consideration to deter-
mine whether the claims are in condition for allowance and/or
whether the issues on appeal are simplified. Ordinarily, the
specific deficiencies of the amendment need not be discussed.
The reasons for non-entey should be concisely expressed. For
example:

(1) The claims, if arsnended as proposed, would not avoid any
of the rejections set forth in the last Office action, and thus the
amendment would not place the case in condition for allowanco
or in better condition for appeal.

(2) The claims, if amended as proposed, would avoid the
rejection on the references. The amendment will be entered
upon the filing of an appeal.

(3) The claims as amended present new issues requiring
further consideration or search.
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(4 Since the amendment presents addmonal clauns wuhoutf
canceling any fi nally rejected claims it is. not consndemd as

Wirt, 1905 C.D. 247;117 0:G..599:%
. Examiners should indicate the status of each clanm of record

period will expire on the date the examiner mails the advisory or _proposed in the, amendment, and which. proposed claims

would be entered on the ﬁlmg of an appeal rf filed ina separate
- Apphcant should be nouﬁed ifcertain poruons of the amend- _
ment would be acceptable asplacing some of the claimsin better

form for appeal or complying with objections or requirements
as to form, if a separate paper were filed containing only such
amendments. Similarly, if the proposed amendment to some of
the claims would render them allowable, applicant should be so
informed. This is helpful in assuring the filing of a brief
consisient with the claims asamended. A statement that the final
rejection stands and that the statutory period runs from the date
of the final rejection is also in order.,

Form letter PTOL.-303 should be used to acknowledge receipt
of a response from applicant after final rejection where such
response is prior to filing of an appeal bricf and does not place
the application in condition for allowance. This form has been
devised to advise applicant of the disposition of the propnsed
amendments to the claims and of the effect of any argument or
affidavit not placing the application in condition for allowance
or which could not be made allowable by a telephone cail to
clear up minor matters,

Any amendment timely filed after a final rejection should be
immediately considered to determine whether it places the
application in condition for allowance or in better form for
appeal. Examiners are expected to turn in their response W an
amendment after final rejection within five days from the time
the amendiment reaches their desks. In-those situations where
the amendment reaches the examiner’s d: sk after the expiration
of the shortened statutory period, the examiner is expected (o
return his action to the clerical force within three days. In all
instances, both before and after final rejection, in which an
application is placed in condition for allowance as by an inter-
view or amendment, before preparing it for allowance, appli-
canishould benotified promptly of the allowability of aliclaims
by means of form letter PTOL.-327 or an examiner’s amend-
ment.

Such a letter is important because it may avoid an unnecessary
appeal and act as a safeguard against a holding of abandonment.
Every effort should be made to mail the letter before the period
for response expires.

If no appeal has been filed within the period for response and
no amendment has been submitted to make the case allowable
or which can be entered in part (see >MPEP< § 714.20), the case
stands abandoned.

It should be noted that under 37 CFR. 1.181(f), the filing of a
37 CFR 1.181 petition will not stay the period for reply to an
examiner’s action which may be running against an application.
See >MPEP<§ 1207 for appeal and post-appeal procedure. For
after final rejection practice relative to affidavits or declarations
filed under 37 CFR 1.131and 1.132 see >MPEP<§§ 715.09 and
716.
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5  767 Advisor): Afm Final, Heading, Before Appeal

CTHE PERIOD PO'{ RESPO‘\'SE [l] TO RUI'\ [2} ]
’THE FINAL REFECTION: Any extension of time must bé obtained by filing s

appropriste fee. The date on which the response, the petition, and the fee have
been filed is the date of the response and £lso the date for the purposes of
' dmenmnmg the pcnod of extmsmn and the correspondmg amown of Lhc fez

Enmmer \ete C

1. This paragraph should. appear as 2 b
appeal. After appenl, use paragraph 7.68.

2. In Bracket 1, insert “CONTINUES" i applicant has not submitied a
petition for an extension of time along with the appropriate fee under 37 CFR
1.136. If a proper extension has been requested uader 37 CFR 1.136, insert “IS
EXTENDED TO" in bracket 1. '

3. In bracket 2, insert the statutory period, e.g. FOUR MONTHS,

aLng in all _dvisqg'y aczions prior to

767.1 Advisory After Final Heading, 1si Response Filed Within 2 Months

The shortened statutory period for response expires three months from the
date of the final rejection or as of the mailing date of this Advisory Action,
whichever is Iater. In no event however, will the statutory period for response
enpire later then six months from the date of the final rejection. Any extension
of time must be obtained by filing a petition under 37 CFR 1.136(a) accompa-
nied by the proposed response and the appropriate fee. The date on which the
response, the petition, and the fee have been filed is the date of the response and
also the date for the puspases of determining the period of extension and the cor-
responding amount of the fee.

Any extension fee pursuant to 37 CFR 1.17 will be calculated from the date
that the shortened stawustosy period for responses expires as set forth above.

Examiner Note:

This paragraph should be used in all advisory actions if:

1. it was the first response to the final rejection, and

2. it was filed within two months.

if o notice of sppeal hias been filed, slso use paragraph 7.68.

7.67.2 Advisory After Final, Heading, No Variable SSP Set in Final

Since the first response tothe Final Office action has been filed within two (2)
months of the mailing date of that action and the advisory action was not mailed
within three (3} months of tha date, the three (3} month shortened statutory
pericdt for response sct in the Final Office action is hereby vacated and reset to
expire as of the mailing date of the advisory action. See Notice entided
“Procedure for Handling Amendments Under 37 CFR 1.116" published in the

ficial Gazeueat 10270G 71, February 8, 1983, Innoevent, however, will the
statotory period for response expire later than six (6)months from the date of the
Final Office action. Any extension fee required pursuant o 37 CFR 1.17 will be
calculated from the mailing date of the advisory action.

Examiner Note:
1."This pasagraph should be used in all advisory actions where:
a. the responses is & first sesponse (o the final action;
b. the responses was filed within two months of the mailing date of the final;
and
¢. the final action failed to inform applicant of & variable SSP beyond the
normal three month period, ag is set fonh in form paragraghs 7.39-7.41.
2. If the final sction set & varisble S8P, do not use this paragraph. Use
paragraph 7.67.1,
3. If a notice of appeal has been filed, also use paragraph 7.68.

7.68 Advisory After Final, Heading, After Appeal
An appeal under 37 CFR 1.191 was filed in this application on {1].

APPELLANT'S BRIEF IS DUE ON [2] IN ACCORDANCE WITH 37 CFR
1.192(=).

Rev. 6, Oct. 1987
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Exanincr Nete

. This paragraph m cede pa ‘simeyi "
2. This paragnph myst prece&e .pmgraph. 7L, theiamendmcm. is, not

L 69 Advuory Aﬁer Final, Before Appcal Amcudmenl To B¢ Ewnteved

. Theunmdmenlﬁled‘[i] mder37 CFR l i 16m responselolhc final re_;ecuon
petmmunder37CF‘ 1.136(a) sccompanied by the propased response and the will be entered upon the ﬁhng of an appeal, but ig not deemed'to phce the
"~ applicaiion i Gondition for allowance) Upon the fihng of an appeal and entry

~of the amendment, the status of the claims would be as follows:

- Allowed claims: [2]
Rejected clauns 31"
Ciauns ob_]eclcd to: [4]

‘Exammer Note

1. This paragraph must be pwceded by paragraph 7.67,7.61.1, or 7.67.2.

2. In bracket 2-4 indicate the status of all claims

3. Anexplanation of any changes in the rejection necessitated by the amend-
ment, 2 statement of reasons for aliowance, or other appropriate information
may be added following the listing of the claims.

7.70 Advisory After Final, After Appeal. Amendment Entered

The amendment filed [1]under 37 CFR 1.116in responseto the final rejection
has been entered, but is not deemed to place the application in condition for
allowance. The statute of the claims is as follows:

Allowed claims: [2]

Rejection claims: {3]

Claim objected to: [4]

The brief should be directed to the rejection of claim {5].

Examiner Note:

1. This paragraph must be preceded by paragraph 7.68

2, In bracket 2-4 indicate the status of all claims

3, Anexplanation of appropriate changes such as a change in the rejection or
a statement of reasons for allowance, may be added following the listing of the
claims.

4. In bracket 5, repeat claims identified in bracket 3.

7.7 Advisory After Final, Amendment not Entered

The amendment filed [1] under37 CFR 1.116in responsetothe final rejection
has been considered but is not deemed to place the application in condition for
allowance and will not be entered because:

Examiner Note:

1. This paragraph must be preceded by paragraph 7.67, 7.67.1 or 7.67.2 if an
appeal has not been taken, or by paragraph 7.68 if an appeal has been taken.

2.Ifitisnotknown whether a Notice of Appeal has been filed and the full six
month period has expired, donot use paragraphs 7.67, 7.67.1, 7.67.20r 7.68; use
instead tyhe following:

“if an appeal under 37 CFR 1.191 hasnotbeen properly filed, this application
is abandoned.”

3. One or more of the appropriate paragraphs 7.72-7.76 must directly follow

this paragraph.
7.72 Lacks Showing, Wky Necessary and not Farlier Presented

There is no convincing showing under 37 CFR 1.116(b) why the proposed
amendment is necessary and was not eatlier presented.

Examiner Note:

1. Paragraph 7.71 must precede this paragraph.

2, Do not use this paragraph as the sole reason for refusing entry of the
amendment unless the situation is aggravaied, in which case a full explanation
is necegsary,

7.73 Raise New Issues

The proposed amendment raises new issues that would require further
consideration and/or search,
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: 'Examiner Note.

‘ Zﬁemwuxmmnﬁbeﬁﬂxy cxphmed

EXAMINATION OF APPLICATIONS

<~~Any paper wlncharelates 0a pendmg apphcauon maybe |
‘personally-delivered - o an; ‘examining: group.! However,: the
‘examining group wiil accept the paper-only if::(1) the paperis

m Rauc: Issue quew Matier

‘ The pfoposed mnen&nem ralses !he issue of new matter.

Exsminer Note:
1. This pasagreph must be preceded by paragreph 7.71.

" 2. The new matter nrost be clearly identified.

7.75 Form for Appeal Not Improved

The proposed amendment is not deemed to place the application in better form
for appeal by materially simplifying the issues for appeal.

Ezaminer Note:
This paragraph must be preceded by paragraph 7.71.

7.76 Additional Claims Presented

The proposed amendement presents additional claims without cancelling a
comresponding number of finelly rejected claims.

Ezsminer Note:

Paragraph 7.7 mumn precede this paragraph.

7.77 Accelerated Examining Procedure

This spplication has beea examined under the accelerated examining proce-
dare set forth in MPEP 708.02. Thus the proposed arn:endmem has not been
considered since it does nct prima facie place the application in condition for
sllowence or in better for for appesl.

Exsmieer Note:

This paragraph mus: be preceded by paragraph 7.71.
7.78 Proposed New Claims Would Be Allowable

Claim (1] & propesed would be allowble if submitted in a separately filed
amendment cancelling a1l non-allowed claims.

Exeminer Note:
This parageaph must be preceded by paragraph 7.71.

7.79 Advisory After Final, Affidavit, Exlubu, or Request for Reconsideration
Considered

The {1] has been entered and considered but does not overcome the rejection.

Examiner Note:
1. This paragraph must be preceded by either paragraph 7.67, 7.67.1,7.67.2,

or7.68.
2. In bracket 1, insent either “affidavit”, “declaration”, “exhibit”, or “request

for reconsideration”.
3. An explanation should follow.

7.80 Advisory after final, Affidavit or exhibit not considered

‘The (1] will not be considered because good and sufficient reasons why it wasg
not easlier presented have not been shown,

Examiner Note:
1. This parag. «ph must be preceded by either paragraph 7.67, 7.67.1, 7.67.2,

or 7.68,
2. In bracket 1, insent either “affidavit”, “declasation”, “exhibit”, or "request

for reconsideration”.
3. An explanstion may follow where deemed appropriate.

HAND DELIVERY OF PAPERS
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accompanied by some form of receipt which can’be handed back
1o the person delivering the paper; and (2) the examining group

' bemg asked ie} recelve the paper is respons:ble for actmg on thc
- paper. - o

The reccnpt may :ake the form of a uupllcate copy of such
paper oracard identifying the paper. The identifying dataon the
card should be so complete as to leave no uncertainty as to the
paper filed. For example, the card should contain the applicant’s
name(s), Serial No. filing date and a description of the paper
being filed. If more than one paper is being filed for the same
application, the card should contain a descnpnon of each paper
or item.

Under this procedure, the paper and receipt will be date
stamped with the group date stamp. The receipt will be handed
back to the person hand delivering the paper. The paper wiil be
correlated with the application and made an official paperin the
file, thereby avoiding the necessity of processing and forward-
ing the paper (o the examining group via the Mail Room.

The examining group will accept and date stamp a paper even
though the paper is accompanied by a check or the paper
contains an authorization to charge & Deposit Account. How-
ever, in such aninstance, the paper will be hand carried by group
personcl to the Office of Finance for processing and then made
an official paper in the file.

All such papers, together with the cash, checks, or money
orders, shall be hand carried to the Cashier’s Window, Room 2-
1BO1, between the hours of 3:00 p.m. and 4:00 p.m.

The papers shall be processed by the accounting clerk, Office
of Finance, for pickup at the Cashier’s Window by 3:00 p.m. the
following work day. Upon return to the group, the papers will be
entered in the application file wrappers.**

Expedited Procedure for Processing Amendments and
Other Responses After Final Rejection (37 CFR 1.116)

In an effort to improve the timeliness of the processing of
amendments and other responses under 37 CFR 1.116, and
thereby provide better service to the public, an expedited proc-
essing procedure has been established which the public may
utilize in filing amendments and other responses after final
rejection under 37 CFR 1.116. In order for an applicant to take
advantage of the expedited procedure the amendment or other
response under 37 CFR 1.116 will have to be marked as a
“Response under 37 CFR 1.116 ) — Expedited Procedure -
Examining Group (Insert Examining Group Number)” on the
upper right portion of the amendment or other response and the
envelope must be marked “Box AF” in the lower left hand
corner. The markings preferably should be written in a bright
color with a feit point marker. if the response is mailed to the
Office, the envelope should contain only responses under 37
CFR 1.116 and should be mailed 1o “Box AF, Commissioner of
Patents and Trademarks, Washington, D.C. 20231.” Instead of
mailing the envelope to “Box AF” as noted above, the response
may be hand-carried to the particular Examining Group or other
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© cdrea: of the: Oiﬁce in whnch the: apphcauon is: pendmg and
= marked on the ouside’ ‘envelope:*Response Under: 37:CFR
-ExammmgGroup (InsertExam~ o

- 51:116 - Expedited Pmcedure

i mmg Gmup Numben)™ - ,

- Upon receipt by the Patent and Trademark Ofﬁ\ from the

- Postal Service of an envelope appropriately marked “Box AF,”
the envelope will be specially processed by the Patent and

‘Trademark Office Mail Room and forwarded promptly to the
Examining Group, via the Office of Finance if any fees have to
be charged or otherwise processed. Upon receiptof the response
in the Examining Group it will be promptly processed by a
designated clerical employee and forwarded to the examiner,
via the Supervisory Primary Examiner (SPE), for action. The
SPE is responsible for ensuring that prompt action on the
response is taken by the examiner. If the examiner to which the
application is assigned is not available and will not be available
for an extended period, the SPE will ensure that action on the
application is promptly taken to assure meeting the PTO goal
described below, Once the examiner has completed his or her
consideration of the response, the examiner’s action will be
promptly typed and mailed by clerical employees designated to
expedite the processing of responses filed under this procedure.
The Examining Group supervisory personnel, e.g.,the Supervi-
sory Primary Examiner, Supervisory Applications Clerk, and
Group Director are responsible for ensuring that actions on
responsesfiled under this procedure are promptly processed and
mailed. The Patent and Trademark Office goal is to mail the
examiner’s action on the response within one month from the
date on which the amendment or response is received by the
Patent and Trademark Office.

Applicants are encouraged to utilize this expedited procedure
in order to facifitate Patent and Trademark Office processing of
responses under 37 CFR 1.116. If applicants do not utilize the
procedure by appropriately marking the envelope and enclosed
papers, the benefits expected to be achieved therefrom will not
be attained. The procedure cannot be expected to result in
achievement of the goal in applications in which the delay
results from actions by the applicant, e.g., delayed interviews,
applicant’s desire to file a further response, or a petition by
applicant which requires a decision and delays action on the
response. In any application in which a response under this
procedure has been filed and no action by the examiner has been
received within the time referred to herein, plus normal mailing
time, a telephone call to the SPE of the refevant Group Art Unit
would be appropriate in order to permit the SPE to determine the
cavseforany delay. If the SPE is unavailable or if no satisfactory
response is received, the Group Director of the Examining
Group should be contacted,

714.14 Amendments After Allowance of
All Claims [R-6]

Under the decision in Lx parte Quayle, 1935 C.D. 11; 453
0.G. 213, after all claims in a case have becn allowed the
prosecution of the case on the merits is closed even though there
may be outstanding formal objections which preclude fully
closing the prosecution.

Amendments touching the merits are treated in a manner
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i MANUAL OF PATENT EXAMINING PR.CEDURE |
mmxlar w0 amendments afte- fmal reJecuon though the prosécu-
- ion may he conunuedas oth

714.12 and 714.13.
. See >MPEP«< § 607 for additional fee: requn‘ement.,
Use Form Par;ag‘rapl_l‘ 7 Sto 1ssue an Ex parte Quayle agtion.

751 Quayle Action

Tlus application is in condition for allowmce except for |he followmg formal
matters: [1].

Prosecution on the merits is closed in sccordance with lhe pracuce under ex
pane Quavle, 1935 C.D. 11, 453 0.G. 213

ACTION IS SET TO EXPIRE {2] FROM THE DATE OF THIS LETTER.

Examiner Note:
1. Explain the matters that must be taken care of in “brackat 1.

2. In bracket 2, insest appropriate time period.

714.15 Amendment Received in Examining
Group After Mailing of Notice of
Allowance [R-6]

Where an amendment, even though prepared by applicant
prior to allowance, does not reach the Office until afier the
notice of allowance has been mailed, such amendment has ihe
status of one filed under 37 CFR 1.312. Its eniry is a matter of
grace. For discussion of amendments filed under >37 CFR<*
1.312, see >MPEP<§§ 714.16 to 714.16(e). ,

If, however, the amendmient is filed in the Office prior to the
mailing out of the notice of allowance, but is received by the
examincr after the mailing of the notice of allowance, it has the
same standing in the case as though the notice had not been
mailed. Where the case has not been closed to further prosecu-
tion, as by final rejection of one or more claiins, or by an action
allowing all of the claims, applicant may be entitled tohave such
amcndment ¢ntered even though it may be necessary to with-
draw the application from issue. Such withdrawal, however, is
unnecessary if the amendatory matter is such as the examiner
would recommend for entry under >37 CFR<* 1.312,

As above implied, the case will not be withdrawn from issue
for the entry of an amendment that would reopen the prosecution
if the Office action next preceding the notice of allowance
closed the case to further amendment, i.e., by indicating the
patentability of all of the claims, or by allowing some and finally
rejecting the remainder.

After an applicant has been notified that the claims are all
allowable, further prosecution of the merits of the case is a
matter of grace and not of right (Ex parte Quayle, 1935C.D. 11;
453 0.G. 213). To this extent the practice affecting the status of
an amendment received in the Office on the date of mailing the
notice of allowance, as sct forth in Ex parte Miller, 1922 C.D.
36; 305 0.G. 419, is modificd.

714.16 Amendment After Notice of
Allowance, 37 CFR 1.312 [R-6}

37 CFR 1.312. Amendments after allowance.

(a) No amendment may be made as a matter of right in an application
after the mailing of the notice of allowance. Any amendment pursuant
10 this paragraph filed before the payment of the issue fec may be
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- entered onthe recommmdauon of the pnmary examiner,

the issue fee is paid must be accompanied by a pem.lon including the
fee set forthin § 1.17(i)and 3. showmg of good and sufficxem reasons
why the amendment is necessary and was not earlier presemed

>The amcndmc.m of an apphcauon by apphcant after aﬂow-
ance falls within the gmdehnes of 37CFR 1 312 Further. the
amendment of an application broadly encom;;asses any change
in the file record of the application. Accordmg!y, the following
are examples of “amendments” by applicant after allowance
which must comply with 37 CFR 1.312: An amendment to the
specification, a change in the drawings, an amendment to the
claims, achange in the inventorship, the submission of prior art,
etc. Finally, it is pointed out that an amendment under 37 CFR
1.312 filed on or before the date the issue fee is paid must
comply with paragraph (a) and that such an amendment filed
aftcr the date the issue fee is paid must comply with paragraph
®)<

The Commissioner has delegated the approval of reccommen-
dations under >37 CFR<* 1.312(a) to the supervisory primary
examiners.

Asupplemental cath is not ireated as anamendmentunder>37
CFR<* 1.312, see >MPEP<§ 603.01.

After the Notice of Allowance has been mailed, the applica-
tion is technically no longerunderthe jurisdiction of the primary
examiner. He or she can however, make examiner’s amend-
ments. (See >MPEP<§ 1302.04) and has authority to enter
amendments submitted after Notice of Allowance of an appli-
cation which embody merely the correction of formal matters in
the specification or drawing, or formal matters in a claim
without changing the scope thereof, or the cancellation of
claims from the application, without forwarding to the supervi-
sory primary examiner for approval.

Amendments other than those which merely embody the
correction of formal matters without changing the scope of the
claims require approval by the supervisory primary examiner.
The group director establishes group policy wiii respect to the
treatment of amendments directed to trivial informalities which
seldom affect significanty the vital formal requirements of any
patent; namely, (1) that its disclosure be adequately clear, and
(2) that any invention present be defincd with sufficient clarity
to form an adeguate basis for an enforceable contract,

Consideration of an amendment under >37 CFR<* 1.312
cannot be demanded 2s a matter of right. Prosecution of a case
should be conducted before, and thus be complete including
editorial revision of the specification and claims at the time of
the Notice of Allowance. However, where amendments of the
type noted are shown (1) to be needed for proper disclosure or
protection of the invention, and (2) to require no substantial
amount of additional work on the part of the Office, they may be
congidered and, if proper, entry may be recommended by the
primary examiner.

The requirements of 37 CFR 1.111(c) (>-MPEP<§ 714.02)
with respect to pointing out the patcnmble novelty of any claim
sought to be added or amended, apply in the case of an amend-
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‘ approved by o
* »the Comsmissioner, ‘without wnhdramng the case: from' issue.(b) Any
amendment frirsuant 1o patagraph (a) of this section filed dfter the dite

SMPEF<§§ 713.04 and 713.10 regarding 'm:ervxews."‘

~ amendments affecting the disclosure, the scope of any claim,or

that: add a claim, the remarks accompanying the amendment

“mast fully and clearly state the reasons on which reliance is

placed to show: (1) why thie amendment is needed; (2) why the ;

- proposed amended or new claits require no additional search
-gr examination; (3) why the claims are patcntable and, (4) why
* they were not earlxer presented.

NOT TO BE USED FOR CONTINUED PROSECUT iON

>37CFR<* 1.312 wasnever intended to provide a way for the
continued prosecution of an application after it has been passed
for issue. When the recommendation is against entry, a detailed
statement of reasons is not necessary in support of such recom-
mendation. The simple statement that the proposed claim is not
obviously allowable and briefly the reason why is usually
adequate. Where appropriate, any one of the following reasons
is considered sufficient: (1) an additional search is required, or
(23 more than a cursory review of ihe record is necessary, or (3)
the amendment would involve materially added work on the
part of the Office, e.g. checking excessive editorial changes in
the specification or claims.

Whereclaimsaddedby amendment under § 1.312areall of the
form of dependent claims, some of the usual reasons for non-
entry are less likely to apply although questions of new matter,
sufficiency of disclosure, or undue multiplicity of claims could
arise.

See >MPEP<§§ 607 and 714.16(c) for additional fee require-
ments,

AMENDMENTS FILED AFTER
PAYMENT OF ISSUE FEE

37 CFR 1.312(b) provides that amendments under >37
CFR<* 1.312filed after the date the issue fee has been paid must
include a petition and fee under >37 CFR<* 1,17(i) and a
showing of good and sufficient reasons why such an amendment
is necessary and was not earlier presented. Such petitions are
decided by the Group Director.

714.16(a) Amendments Under § 1.312,

Copied Patent Claims [R- 6]

See >MPEP § 2305.04< for the procedure to be followed when
an amendment is received after notice of allowance which
includes one or more claims copied or substantially copied from

a patent.
The entry of the copiced patent claims is not a matter of right.

See >MPEP<§ 714.19 item (4).
See >MPEP<§§ 507 and 714.16(c) for additional fec require-

fnents.,

714.16(b) Amendments Under § 1.312
Filed With a Motion Under § >1.633< [R-6]

Where an amendment filed with a motion under >37 CFR<*
Rev. 6, Oct. 1987




o 714.06(c)

a

o “entered unless and ‘until the motion has been" gr ee

h SMPEP§ 2333.<

’-714 16(c) Amendments Under § 1 312
: Addltmnal Cla:ms T

~ Ithe amendmem undrr >37 CFR<* l 312 adds claxms (total
and independent) in excess of the number previously paid for,
additional fees are required. The amendment is not considered
by the examiner unless accompanied by the full fee required.
See SMPEP<§ 607 and 35 U.S.C. 41

714.16(d) Amendments Under § 1.312,
Handling

AMENDMENTS AFFECTING THE DISCLOSURE OF
THE SPECIFICATION, ADDING CLAIMS, OR
CHANGING THE SCOPE OF ANY CLAIM

Amendments under >37 CFR<* 1.312 are sent by the Corre-
spondence and Mail Division to the Publishing Division which,
in turn, forwards the proposed amendment, file, and drawing (if
any) tothe group which allowed the application. In the event that
the class and subclass in which the application is classified has
been wansferred to another group after the application was
allowed, the proposed amendment, file and drawing (if any) are
transmitted directly to said other group and the Publishing
Division notified. If the examiner who allowed the application
is stili employed in the Patent and Trademark Office but not in
said other group, hie or she may be consulted about the propriety
of the proposed amendment and given credit for any lime spent
in giving it consideraticn.

The amendment is PROMPTLY considered by the examiner
who indicates whether or not its entry is recommended by
writing “Enter — 312”, “Do Not Enter” or “Enter In Part”
thereon in red ink in the upper left corner.

If the amendment is favorably considered, it is eniered and 2
notice of entry (PTOL-271) is prepared. No “Eniry Recom-
mended under Rule 3127 stamp is required on the amendment
oron the notice of entry in view of the use of form (PTOL-271).
The primary examiner indicates his or her recommendation by
stamping and signing his or her name on the notice of entry form
(PTOL.-271).Form Paragraph 7.85 may be used to indicate

entey,
745 1312 Amendiment, Entered

The amendment filed on {1} under 37 CFR 1.312 has been entered.

Exasminer Note:
Use this form for both Ordes 3391 amendments that do not affect the scope
of the ¢laims, and for other amendments being entered under 37 CFR 1.312.

If the examiner’s recommendation is completely adverse, a
report giving the reasons for non-entry is typed on the notice of
disapproval (PTOL-271) and signed by the primary examiner.

Form Paragraph 7.87 may be used to indicate non-entry.
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33(0)(2) applics o a case in issue, the amendent is not.
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'- Examlner Note
' 'I'he teasons for non-emry should be upecnﬁed

' ROCE.DUk E

The pmposedf.mendmm filed on m under 37 ;CFva 312 has not been

In either case, whether ihe amendment is entered or not
entered, the file, drawmg, and unmalled notlces are forwarded

“to the supervisory pnmary exammar for consxderanon ap-
- proval, and mailing.

For entry-in-part, see >SMPEP<§714. 16(e)

The filling out of the appropriate form by the clerk does not
signify that the amendment has been admitted; for, though
actually entered it is not officially admitted unless and until
approved by the supervisory primary examiner.

See >MPEP<«§§ 607 and 714.16(c) for additional fee require-
ments.

Petitions to the Commissioner relating to the refusal to enter
an amendment under >37 CFR<* 1,312 and relating to entry of
an amendment under >37 CFR<* 1.312 filed after payment of
the issue fee are decided by the group director.

If the >37 CFR<* 1.312 amendment includes proposed draw-
ing changes which are acceptable, the Office response should
include Form Paragraph 6.48.

648 Drawing Changes in 1. 312 Amendment

APPLICANT IS HEREBY GIVEN ONE MONTH FROM THE DATE OF
THIS LETTER OR UNTIL THE EXPIRATION OF THE THREE MONTH
PERIOD SET FOR PAYMENT OF THE ISSUE FEE (WHICHEVER IS
LONGER) WITHIN WHICH THE CORRECTIONS TO THE DRAWINGS
MUST BE EXECUTED, BY A BONDED COMMERCIAL DRAFTSMAN,
AND THE CORRECTED DRAWINGS (OR THE SUBSTITUTE OR ADDI-
TIONAL SHEET(S) OF DRAWINGS) RETURNED TO THE OFFICE.

Ezaminer Note:
Use with 1.312 amendment notice where there is a drawing correction

proposal or request.

AMENDMENTS WHICH EMBODY MERELY THE
CORRECTION OF FORMAL MATTERS IN THE
SPECIFICATION, FORMAL CHANGES IN A CLAIM
WITHOUT CHANGING THE SCOPE THEREOF, OR
THE CANCELLATION OF CLAIMS

The examiner indicates approval of amendments conceming
merely formal matters by writing “Enter Formal Matters Only”
therecon. Such amendments do not require submission to the
supervisory primary examiner prior to entry. See >MPEP<§
714.16. The notice of entry (PTOL-271) is date stamped and
mailed by the examining group. If such amendments are disap-
proved either in whole or in part, th2y require the signature of the
supervisory primary examiner.

714.16(e) Amendments Under § 1.312,
Entry in Part

The general rule that an amendment cannot be entered in part
and refused in part should not be relaxed, but when, under >37
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" claims already in the cass; The refiised claims or amendm
should be canceled in lead pencil on the amendment. '

~ The examiner should then submit a report (PTOL-271) rec-
" ommending the entry of the acceptable pomon of thé amend-
ment and the non-eniry of the remaining portion together with
his reasons therefor. The claims entered should be indicated by
number in this report. Applicant may be notified by using Form
Paragraph 7.86.

7.86 1312 Amendment, Entered in Part

The amendment filed on [1] under 37 CEFR 1.312 has been entered in part.

Examiner Note:

When an amendment under Section 1.312 is proposed containing plural
changes, some of which may be entered and some not, the acceptable changes
should be emered. Indicate ** which claims have and have not been entesed

>with appropriate explanation<.

Handling is similar to complete entry of a >37 CFR<* 1.312
amendment.

Entry in part is not recommended unless the full additional fee
required, if any, accompanies the amendment. See >MPEP<§§

607 and 714.16(c).

714.17 Amendment Filed After the Period
for Response Has Expired [R-6]

When an application is not prosecuted within the period set for
responseand thereafter an amendment is filed without a petition
for extension of time and fee pursuant to 37 CFR 1.136(2), such
amendment shall be ¢ndorsed on the file wrapper of the appli-
cation, but not formally entered. The clerk shall immediately
notify the applicant, by telephone and form letter PTOL-327,
that the amendment was not filed within the time period and
therefore cannot be entered and that the application is aban-
doned unless a petition for extension of time and the appropriate
fee are timely filed. See >MPEP<§ 711.02.

A mere authorization to charge a deposit account for any fee
required will not be considered to be a petition for an extension
of time.

The Patent and Trademark Office has been receiving an
excessively large volume of petitions to revive based primarily
on the late filing of amendments and other responses to official
actions. Many of these petitions indicate that the late filing was
due to unusual mail delays; however, the records generall;
show that the filing was only two or three days late.

In order to alleviate, for applicants and the Office, the prob-
lems and expenditures of time and effort occasioned by aban-
donments and petitions to revive, it is suggested that responses
to official action be mailed to the office at least one, and
preferably two, week(s) prior to the expiration of the period

within which a response is required or that the Certificate of

Mailing procedure under 37 CFR 1.8 (>MPEP<§ 512)0r § 1.10
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714 18 Entry of Amendments [E? 6]

- Amendméntsare stamped with Lhe date of thexr receiptin the
group. It is important to-observe the! distinction’ which ‘exists

- between the stamp which shows the date of receipt -of the

amendment in the group (“Group Date” stamp) and the stamp

“bearing the date of receipt of the amendment by the Office

(“Office Date™ stamp). The latter date, 'aced in the left-hand
comner, shou'd always be referred to in 'writing to the applicant
with regard to his or her amendment.

All amendments received in the clorical sections are proc-
essed and with the applications delivered to the supervisory
primary examiner for his or her review and distribution to the
examiners,

Every mail delivery should becarefully screened to removeall
amendments responding to a final action in which a time period
is running against the applicant. Such amendments should be
processed within the next 24 hours.

The purpose of this procedure is to ensure uniform and prompt
treaiment by the examiners of all cases where the applicant is
awaiting areply to a proposed amendment after final action. By
having all of these cases pass over the supervisory primary
examiner’s desk, he or she will be made aware of the need for
any special ireatment, if the situation so warrants. For example,
the supervisory primary examiner will know whether or not the
examiner in each case is on extended leave or otherwise inca-
pable of moving the case within the required time periods (5 or
3 days; see >MPEP<§ 714.13). In cases of this type, the
applicant should receive an Office communication in sufficient
time to adequately consider his or her next action if the case is
not allowed. Consequently. the clerical handling will continue
10 be special when these cases are returned by the examiners to
the clerical sections.

The amendment or letter is placed in the file, given its number
as a paper in the application, and its character endorsed on the
file wrapper in red ink.

When several amendments are made in an application on the
same day no particular order as to the hour of the receipt or the
mailing of the amendments can be assumed, but consideration
of the case must be given as far as possible as though all the
papers filed were a composite single paper.

After entry of the amendment the application is “up for
action.” It is placed on the examiner’s desk, and he or she is
responsible fer its proper disposal. The examiner should imme-
diately inspect the amendment as set forth in >SMPEP<§ 714.05.
After inspectien, if no immediate or special action is required,
the application awaits examination in regular order.

714.19 {JIIQStG(])t Amendments, Entry Denied

The following types of amendments are ordinarily denied
entry:

Rev. 6, Oct. 1987



' -'_'reciumnganewsearchorottwmcewszngan 3
- whose prosecution before the pmnary examiner has beea
_ closed, as where N R

. _.hﬂ mendment prese

(a) Ail claims have been allowed,

- +. (b} All claims have been finally rejected (for exceptions see
k>MPEP<§§ 714.12, 714.13, and 714.20(4)), o

_ {c) Some claims allowed and remainder ﬁnally rejected See
>MPEP<§§ 714.1210 714.14. .

2. Substitute specification that does not comply with 37 CFR
1.125. See >MPEP<§§ 608.01(q) and 714.20.

3. A patentclaim suggested by the examiner and not presented
within the time limit set or an exiension thereof, unless entry is
authorized by the Commissioner. See >MPEP § 2305.03<.*

4. While copied patent claims are generally admitted even
though the casc is under final rejection or on appeal, under
cenainconditions, the claims may be refused entry. See >MPEP
§2307.03<.*

5. An unsigned or improperly signed amendment or one
signed by a disbarred attorney.

6. An amendment filed in the Patent and Trademark Office
after the expiration of the statutory period or set time limit for
response and any extension thereof. See >MPEP< § 714.17.

7. An amendment so worded that it cannot be entered with
certain accuracy. See >MPEP< § 714.23.

8. An amendment cancelling all of the claims and presenting
no substitute claim or claiimns. See >SMPEP< § 711.01,

9. An amendment in a case no longer within the examiner’s
jurisdiction with certain exceptions in applications in issue,
except on approval of the Commissioner. See >MPEP< §
714.16.

10. Amendments to the drawing held by the examiner to
contain new matter are not entered uatil the question of new
matter is settled. This practice of non-entry because of alleged
new matter, however, does not apply in the case of amendments
to the specification and claims. See >MPEP< §§ 608.04 and
706.03(0}.

i1. An amendatory paper containing objectionable remarks
that, in the opinion of the examiner, brings it within the con-
demnationof 37 CFR 1.3, will be submitted to the group director
for return to applicant. See >SMPEP< § 714.25 and >MPEP< §
1003, itam 3. If the group director determines that the remarks
are in violation of 37 CFR 1.3, he will return the paper.

12. Amendments not in permanent ink. Amendments on so-
called “easily erasable paper.” See >MPEP< § 714.07.

13. An amendment presenting claims (total and independent)
in excess of the number previously paid for and not accompa-
nied by the full fee for the claims or an authorization to charge
the fee 1o a deposit account,

14. Examiners will not cancel claims on the basis of an
arendment which argues for certain claims and, alternatively,
purports to authorize their cancellation by the examiner if other
claims are allowed. In re Willingham, 127 USPQ 211 (CCPA
1960).

15. An amendment canceling all claims drawn to the elected
invention and preseating only claims drawn to the non-elected
invention should not be entered. Such an amendment is non-
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'714 20 Listof Amendments Entered m Part

[R-6]

“Toavoid confusion of the record the general'rulé'prevails‘ that
an amendment should not be entered in part.'As in the case of
most other rules, the strict observance of its letter may some-
times work more harm than would result from its infraction,
especially if the amendmentinquestion isreceived at ornear the
end of the period for response. Thus,

(1) An “amendment” presenting an unacceptable substitute
specification along with amendatory matter, as amendments to
claims or new claims, should be entered in part, rather than
refused entry in toto. The substitute sperification should be
denied entry and so marked, while the rest of the paper should
be entered. The case as thus amended is acted on when reached
in its turn, the applicant being advised that the substitute
specification is not necessary and therefore has not been en-
tered. See also 37 CFR 1.125, and >MPEP< § 608.01(q).

Under current practice, substitute specifications may be vol-
untarily filed by the applicant if he or she desires. A substitute
specification will normally be accepted by the Office even if it
has not been required by the examiner. Substitute specifications
will be accepted if applicant submits therewith a hand corrected
copy of the portions of the original specification which arebeing
added and deleted and a statement that the substitute specifica-
tion includes no new matter and that the substitute specification
includes the same changes as are indicated in the hand corrected
original specification. Such statement must be a verified state-
ment if made by a person not registered to practice before the
Office. Additions should be indicated by underlining and dele-
tionsshould be indicated between brackets. Examiners may also
require a substitute specification where it is considered to be
necessary.

However, any substitute page of the specification, or entire
specifications filed must be accompanied by a statement indi-
cating that no new matter was included. Such statement must be
a verified statement if made by a person not registered to
practice before the Office. See 37 CFR 1.125. There is no
obligation on the examiner to make a detailed comparison
between the old and the new specifications for determining
whether or not new matier has been added. if, however, an
examiner becomes aware that new inatter is present, objection
thereto should be made.

The filing of a substitute specification rather than amending
the original application has the advantage for applicants of
climinating the need to prepare an amendment to the specifica-
tion, If word processing equipment is used by applicants,
substitute specifications can be easily prepared. The Office
receives the advantage of saving the time needed to entcs
amendments in the specification and a reduction in the number
of priniing errors.
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12, An amendment under. 37.CFR 1,312, wm'ch}m et

B kﬁ‘abprovedandmomer‘pand:swpmved isemeredonlyaswthc' :

approved part. See >MPEP< § T14.16(e). ...

(3) In acase having all claims allowed andsome formal defect
* noted, ‘where an mnmdmnt is presented at or near the close of
the statutory period curing the defectand adding ofie or more
~ claims some or all of which are in the opinion of the examiner
" not patentable, of will require a further search, the procedure
indicated in (3) is followed. Afterthe statutory penod hasended,
- the amendment in such a case will be entered only as to the
formal matter and to any of the newly presemedclanms that may
be deemed patentable.

(4) In an 2mendment accompanying a mouon granted only in
part, the amendment is entered only to the extent that the motion
was granted, **

NOTE. The examiner writes “Enter” in ink and his or her
initials in the Ieft margin opposite the enterable portions.

714.21 Amendments Inadvertently
Entered, No Legal Effect [R-6]

If the clerk inadvertently enters an amendment when it should
not have been entered, such entry is of no legal effect, and the
same action is taken as if the changes had not been actually
made, inasmuch as they have not been legally made. Unless
such unauthorized entry is deleted, suitable notation should be
made on the margin of the amendatory paper, as “Not Officially
Entered”.

If it is to be retained in the file an amendatory paper, even
though not entered, should be given a paper number and listed
on the file wrapper with the notation “NotEntered”, See 37CFR
1.3 and >MPEP< § 714.25, for an instance of a paper which may
be returned.

714.22 %ntry of Amendments, Directions
or

37 CFR 1.121. Manner of making amendments.

() Erasures, additions, insesntions, or alterations of the Office file of papers
and records imust not be physically entered by the applicant, Amendments (o the
application (excluding the claims) are made by filing a paper (which should
conform to § 1.52), directing of sequesting that specified amendments be made.
The exect word or words to be stricken out or inserted by said amendment must
be specified end the precise point indicated where the deletion or insertion is to
be made.

(b} Except as otheswise provided herein, a panticular claim msy be amended
only by directions to cancel or by rewriting <uch cleim with underlining below
the word or words added and brackets around the word or words deleted. The
rewriling of a claim in this form will be construed as directing the cencellation
of the original claim; however, the original claim number followed by the
parenthetical word “amended” must be used for the rewritten claim. If o
previously rewritten claim is sewritten, underiining and bracketing will be
spplied in seference to the previously rewritten claim with the parenthetical
expression “iwice smended,” “three times wnended,” ete., following the origi-
nal claim number.

{c) A panticular claim msy be amended in the manner indicated for the
gpplicstion in paragraph (a) of this section 1o the extent of corrections in
spelling, punctuation, and typographical errors. Additiona] amendments in this
manner will be admitted provided the changes are limited to (1) deletions and/
or (2) the addition of nomore than five words in any one claim. Any amendment
submitted with instructions 1o amend particular claims but failing to conform to
the provisions of parageaphs (b) and (c) of this section may bz considered non-
responsive and treated accordingly.
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(d)Whelcmuierhning orbrackets Ao mtendediospgrzxm the pinted patent
‘or are properly pari of the claiined material and not intended as symbolic of

; ehngcsmlhepnmwl&rclm. amendmént by réwriting: mmuvmh A

pamgraph (b) of this section shall be prohibited. .
{e) In reissue applications; both the descriptive portion and dee cleims are to

be amended **>by either (1) submitting a.copy of & portion of the dedcription
.: o an entire cleim. with all mater 10 be deleted from the petent being placed
. ~between:brackets and all matter to be added to the patent being vnderdined, or
. (2) indicating the exact word:-or words 16 be stricken out os inserted and the

- precise point where the deletion or insertion is to be made. Any wotd oF wonis

10 be inseried must be underlined. See §1.173.<

{f) Proposed amendments presented in: patents involved in reexsmination
proceedings must be presented in the form of a full copy of the tent of (1) each
claim which is amended and (2) each paragraph of the description which is
emended. Matter deleted from the patent shall be placed between brackets and
matier added shall be underlined. Copies of the printed claime froan the patent
may be used with any additions being indicates by carets and deleted material
being placed between  brackets, Claims must not be renembered and the
numbering of the claims added for reexamination must follow the mber of the
highest numbered patent claim. No amendment mey enlarge the scope of the
claims of the patent. No new matter may be introduced into the paternt.

The term “brackeis” set forth in >37 CFR<* 1.121(b) means
angular brackets, thus: [ 1. It does not encompass and is to be
distinguished from parcntheses ( ). Any amendment using
parentheses to indicate canceled matter in a claim rewritten
under >37 CFR<* 1.121(b) may be held non-responsive in
accordance with >37 CFR<* 1.121(c).

Where, by amendmentunder>37 CFR<* 1.121(b), adepend-
ent claim is rewritten fo be in independent form, the subject
matter from the prior independent claim should be considered 1o
be “added” matter and should be underlined.

>37 CFR<* 1.121(f) requires a complete copy of any new or
amended claim when presented during reexamination proceed-
ings. See >MPEP<§§ 2221, 2250, and 2266, Form Paragraphs
6.33 and 6.34 may be used to inform applicants if the amend-
ments are not in proper format.

633 Amendment to the Claims, 37 CFR 1.121

The amendment to the claims has not been entered because it reguests the
adagition of more than 5 words in any onie claim. See 37 CFR 1.121(c) below:

A particular claim may be amended in the manner indicated in paragraph (2)
of 37 CFR 1.121 10 the extent of corrections in spelling, punctuation, and
typographical errors. Additional amendments in this manner will be admitied
provided the changes are limited 10: (1) deletions and/or (2) the addition of no
more than five words in any one claim. Any smendment submitted with
instructions to amend panticular claims but failing to conform to the provisions
of paragraphs (b) and (c) of 37 CFR 1.121 may be considered non-responsive
and treated accordingly.

The amenidment to the claims should be mede in accordance with 37 CFR
1,121 (b) which states:

Except as otherwise provided herein, a particulas claim may be amended only
by directions to cancel or by rewriting such claim with underlining below the
word or words added and brackeis ar~und the word or words deleted. The
rewriting of & claim in this form will be construed as directing the cancellation
of the originsl clsim; however, the original claim number followed by the
parenthetical word “amended” must be used for the rewritien claim. If o
previously rewritten claim is rewritten, undetlining and bracketing will be
applied in reference to the previously rewritten claim with the parenthetical
expression “twice amended,” “three times amended,” ete., following the origi-
nal claim number,

Applicant is given cither the time remaining in the response period of the last
Office action or a ONE month time limit from the date of this letter, whichever
is the longer, within which 1o complete the response. NO EXTENSION OF
THIS TIME LIMIT MAY BE GRANTED UNDER EITHER 37 CFR 1.136(s)
OR (by BUT THE PERIOD FOR RESPONSE SET IN THE LAST OFFICE
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ACTKONMA BEEXTENDEDUPTOAMAWUMO 6MON'!RS.

34 Ammd'mu of the Claun.v Brackets or: Undcrlumgfm Bc Uud

The chms ‘of -this: apphcauon Contain Lnderlmmg "or braclms nhu are
- intended 10 appesr in:the printed patent or are properly part of the claimed
- material. The brackets or underlining are not intenided to indicste umendments
1. o changes in the tlaims. Under these conditions, proposed smendiments wo the
- claims may nit be mede by underlining words added or by bracketing words to
"bedekﬁed.Aceordmgly.ﬂwpropowdunmdmamotheclmmsMsmbem
entered. See 37 CFR 1.121(d). - -

Awmugwmumumemmmmgmdwpemdfmmspmsuam
. the lass Office action or 2 ONE month time limit from the date this letter,
- whichever i¢ the longer, within. which to complete the response. NO
- EXTENSION OF THIS TIME LIMIT MAY BE GRANTED UNDER EITHER
37 CFR 1.136{s) OR (b) **.

714.23 Entr{)of Amendments, Directions
for, Defective

The directions for the entry of an amendment may be defec-
tive, as, inaccuracy in the line designated, or lack of precision
where the word o which the amendment is directed occurs more
than oncein the specified line. If it is clear from the context what
i the comect place of entry, the amendatory paper will be
properly amended in the examining group; and notation thereof,
initialed in ink by the examiner, who will assume full responsi-
bility for the change, will be made on the margin of the
amendatory paper. In the next Office action the applicant should
be informed of this alteration in the amendment and the entry of
the amendment as thus amended. The applicant will also be
informed of the nonentry of an amendment where defective
directions and context leave doubt as to the intent of applicant.

714.24 Amendment of Amendment

37 CFR 1.124. Amendment of amendments.

When an amendatory clause is to be amended, it should be wholly rewritten
and the original insenion canceled, so that no intetlineations or deletions shall
appear in the clause as finally presented. Matter canceled by amendment can be
reinstated only by a subsequent amendment presenting the cancefed matter ag
& new insertion.

However, where a relatively small amendment to a previous
amendment can be made easily without causing the amendatory
matter to be obscure or difficult to follow, such small amend-
ment should be entered.

714.25 Discourtesy of Applicant or
Attorney

37 CFR 1.3 Business o be conducted with decorum and courtesy.

Applicants end their attomeys or agents are required wo conduct theirbusiness
with the Patent and Trademark Office with decorum and courtesy. Papers
presented in violation of this requiremnent will be submitted tothe Commissioner
and will be setumed by his direct ordes. Complaints agains: sxaminers and other
employees must be made in communications separate from other papers,

Allpapersreceived inthe Patentand Trademark Office should
be briefly reviewed by the clerk, before entry, sufficiently to
determine whether any discourteous remarks appear therein,

If the attorney is discourtcous in the remarks or arguments in
his amendment, either the discourtesy should be entirely ig-
nored or the paper submitted to the group director with a view
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> %toward its: bemg remm..,df See’ >MPEP<§ 1003!“1tem 3.71F the
<group director determits s that, theremarksarem_ folationof: 3
_C‘TR 1.3, !hc group director will returm the paper: i

7 15 ;SwearmgABat':k of: Referehcé-Afﬁdawt

or Declaratmn Under §1 131 [R-6]

_'_m37 CFR;I 131 Aﬁ'idavu or dcclarauon of prwr mvenuon ta avercome cued
B pamu or pubhcauon o

(=Y Whn any claim of én apnhcauon ors patem under réexamination is
rejected on reference to & domestic pateni which. substantislly shows or
describes but does not claim the rejected invention, or e reference to a foreign
patent or to a printed publication, and >the i inventor of the sub)ect matier of the
rejected claim, <** the ownerof the patent under reexainination >, or the person
qualified under §§ 1.42, 1.43 or 1.47,< shall mske cath of declorition ss tofacts
showing a completion of the invention in this country. before the filing date of
the application on which the domestic patent issued, or before the date of the
foreign patent, or before the date of the printed publication, then the patent or
publication cited shall not bar the grant of a patent to the *>inventor< or the
confirmation of the patentability of the claims of the patens, unless the date of
such patent or printed publication *>is< more than one yesr prior to the date on
which the *>inventior’s< or patent owner's application was filed in this country.

(b) The showing of facts shall be such, in character and weight, as to establish
reduction to practice prior to the effective date of the reference, or conception
of the invention prior to the effective date of the reference coupled with due
diligence from said date to & subsequent reduction 1o practice or to the filing of
the application. Original exhibits of drawings or records, or photocopies thereof,
must accompany and form pan of the affidavit or declaration or their absence
satisfectorily explained.

NOTE THAT § 1.131 IS NOT APPLICAELE TO A RE-
JECTION BASED ON A U.S. PATENT WHICH CLAIMS
THE REJECTED INVENTION.

Any printed publication dated prior to an applicant’s or patent
owners’ effective filing date, or any domestic patent of prior
filing date, which is in its disclosure pertinent to the claimed
invention, is available for use by the examiner as a reference,
either basic or auxiliary, in the rejection of the claims of the
application or patent under reexamination.

Such a rejection may be overcome, in certain instances noted
below, by filing of an affidavit or declaration under >37 CFR<*
1.131, known as “swearing back” of the reference.

Affidavits or declarations under >37 CFR<* 1.131 may be
used:

(1) Where the date of the foreign patent or that of the publica-
tion is less than one year prior to applicant’s or patent owner’s
effective filing date.

(2) Where the reference, a U.S. Patent, with a patent date less
than one year prior to applicant’s cffective filing date, shows but
does not claim the invention,

An affidavit or declaration under 37 CFR<* 1.131 is not
appropriate in the following situations:

(1) Where the reference publication date is more than onc year
back of applicant’s or paient owner's effective filing date. Such
a reference is 4 “statutory bar.”

(2) Where the reference U.S. patent claims the invention. See
>MPEP § 2306<.

(3) Where reference is a foreign patent for the same invention
to applicant or patent owner or his or her legal representatives
or assigns issued prior to the filing date of the domestic applica-
tion or patent on an application filed more than twelve months
prior 10 the filing date of the domestic application.
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- because. the reference is not used. See >MPEP<§§ 201 1w
- 20115, - it

5) Where lhe reference is.a pnor U S patent to the same
.entity, elalmmgthe same invention, mequestmn mvolved isone
of “double patenting.”

{6) Where the refercnce is the dxsclosure of a pnorU S patem
to the same party, nGt copending, the question is one of dedica-
tion to the public. Note however In re Gibbs and Griffin, 168
USPQ 578 (CCPA 1971) which substantially did away with the
doctrine of dedication.

Should it be established that the portion of the patent disclo-
sure relied on as the refercnce was introduced into the patent
application by amendment and as such was new matter, the date
1o be overcome by the affidavit or declaration is the date of
amendment. In re Willien, 1935 C.D. 229, 24 USPQ 210.

It should be kept in mind that it is the rejection that is
withdrawn and not the reference.

> It should also be kept in mind that affidavits or declarations
to overcome 5 rejection of a claim or claims on a cited patent or
publication may be made by the inventor or inventors of the
subject matter of the rejected claim(s). Thus, where all of the
named inventors of a pending application are not inventors of
everyclaimof the application, any affidavitunder37CFR 1.131
could be signed by only the inventor(s) of the subject matter of
the rejected claims.<

Form Paragraphs 7.57, 7.60, 7.61 and 7.64 may be used to
respond to >37 CFR<* 1.131 affidavits.

7.57 1.131 Affidavit, Ineffective, Heading

The (1] filed on [2] under 37 CFR 1.131 has been considered but is ineffective
1o overcome the [3] reference.

Examiner Note:
1. In bracket 1, insest either — affidavit — or — declaration.
2. ‘This pasagraph must be followed by one or more of pasagraphs 7.58-7.63.

7.60 1.131 Affidavit, Reference is a Statutory Bar

The [1] reference is 2 statutory barunder 35 U.S.C. 102(b) and thus cannot be
avercome by an affidavit or declasation under 37 CFR 1.131.

Examiner Note:
This paragraph must be preceded by paragraph 7.57.

7.61 1.131 Affidavit, Insufficient Evidence of Conception

The evidence submitted is insufficient to establish a conception of the
invention prioeto the effective date of the [1] reference, Whileconcepiion is the
mentsl part of the inventive art, it must be capable of proof, such as by
demonsteative evidence or by a complete disclosure to another. Conception is
more than & vague idea of how to solve a problem. The requisite means
themselves and their intesaction must also be comprehiended. See Mergenthaler
v. Scudder 1897 C.D. 724, 81 0.G. 1417.

Examiner Note:

1. This paragraph must be preceded by paragraph 7.57.

2. An explanation of the deficiency in the showing of conception must be
presented,

3. f the affidavit sdditionally fails to establish either diligence or a subsequent
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- proved filing date is prior.to the effective date of the refercnce,
* “an affidavit or declaration under 37 CFR 1.131 is unnecessary

‘ 7 64 I 131 Aﬁidawt Eﬁecuve to Wuhdraw Rejecuon

The [l] ﬁled on [2] undet 37 CFR l 131 js suffiexcm t0 overcome the 3]
reference.

"715 01 Referenc__e Clalms Forelgn Fllmg

Da;e

35U.S.C. 102. Conditions for mreﬁrabiiily,'- noveily and loss of right to patent

A person shall be entitled to a patent unless —
LR X

"(e) the invention was described in a pateat gramed on an apphcauon for
petent by another filed in the United States before the invention thereof by the
spplicant for patent, or on an international application by another who has
fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this
title before the invention thereof by the applicant for patent, or™.

37 CFR 1.53. Serial number, filing date. and completion of application.

s €&

(f) Thefiling date of ammcmanonnlappllcauon designating the United States
of America shall be treated as the filing date in the United Sttes of America
under PCT Anicle 11(3), except as provided in 35 U.S.C. 102(e).

The effective date of a United States Patent for use as a prior
art reference is not affected by the foreign filing date to which
the patentiee may be entitied under 35 U.S.C. 119, Inre Hilmer,
833 0.G. 13, 149 USPQ480(CCPA 1966); Lilyv. Brenner, 153
USPQ 95 (C.A.D.C. 1967). The reference patent is effective as
of the date the application forit was filed in the United States (35
U.S.C. 102(¢e) and 103). Hazeltine Research, Inc. v. Brenner,
824 0.G. 8, 147USPQ 429,382 U.S8.252 (U.S. Supreme Court
1965).

715.01(a) Reference is a Joint Patent to
Applicant and Another [R-6]

When subject matter, disclosed but not claimed in a patent
issued jointly to S and another, is claimed in a later application
filed by S, the joint patent is a valid reference unless overcome
by affidavit or declaration under 37 CFR 1.131. In re Strain,
1951 C.D. 252,89 USPQ 156, 38 CCPA 933. Disclairner by the
other patentee should not be required. But see >MPEP< §
201.06.

715.01(b) Referenceand Apphcatlon Have
Common Assignee [R-6]

The mere fact that the reference patent which shows but does
not claim certain subject matter and the application which
claims it are owned by the same assignee does not avoid the
necessity of filing an affidavit or declaration under 37 CFR
1.131. The common assignce docs not obtain any rights in this
regard by virtuc of common ownership which he would not have
in the absence of common ownership. /n re Beck, 1946 C.D.
398, 590 0.G. 357; Pierce v. Watson, 124 USPQ 356; In re
Frilette and Weisz, 162 USPQ 163. >Sec also MPEP §§ 2170 -
2170.10<

>Where, however, a rejection is applied under 35 U.S.C.
102(£)/103 or 35 U.S.C. 102(g)/103 using the reference patent,
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g 715 ﬁl(c)
S showmg that the i mventmn was common!y wned‘at the nme'

be sufﬁmcm 10 overcome

715, 01(c) Reference Is Pubhcatwn af

Apphcant’s Own Inventlon

Unlessit is a statutory bar, arejection on a publication may be
overcome by a showing thatit was pubhshed ¢ither by applicant
himself or in his behalf, Ex parie Lemieux, 1957 C.D. 47; 725
O.G. 4: Ex parte Powell et al., 1938 C.D. 15,489 O.G. 231.

Where the Iast day of the year dated from the date of publica-
tion fails on a Saturday, Sunday, or Federal holiday, the publi-
cation is not a statutory bar under 35 U.S.C. 102(b) if the
application was filed on the next succeeding business day. Ex
parte Olah and Kuhn, 131 USPQ 41 (Bd.App. 1960). It should
alsobe noted thatamagazine iscffective asa printed publication
under 35 U.S.C. 102(b) as of the date it reached the addressce
and not the date it was placed in the mail. Protein Foundation
Inc. v. Brenner, 151 USPQ 561 (D.C.D.C. 1966).

When the unclaimed subject matter of a patent is applicant’s
own invention, a rejection on that patent may be removed by the
patentee filing an affidavit establishing the fact that he >or she<
derived his >or her< knowledge of the relevant subject matter
from applicant. Moreover applicant sust further show thatheor
shemade the invention upon which the relevant disclosureinthe
patent is based, In re Mathews, 161 USPQ 276, 56 CCPA 1033.
In re Facius, 161 USPQ 294, 56 CCPA 1348. See also
>MPEP<§ 201.06.

CO-AUTHORSHIP

Where the applicant is onc of the co-authors of a publication,
cited against his or her application, he or she is not required to
file an affidavit or declaration under >37 CFR<* 1.131. The
publication may be removed as areference by filing a disclaim-
ing affidavit or declaration of the other authors. Ex parte
Hirschler, 110 USPQ 384,

715.62 General Rule as to Generic Claims

A reference applied against generic claims may (in most
casesy be antedated as to such claims by an affidavit or declara-
tion under >37 CFR<* 1.131 showing completion of the inven-
tion of only a single species, within the genus, prior to the
effective date of the reference (assuming, of course, that the
reference is not a statutory bar or a patent claiming the same
invention). See, however, >SMPEP< § 715,03 for practice rela-
tive to chemical cases.

715.03 {’[{ag};ice Relative to Chemical Cases

In chemical cases, where generic claims have been rejected on
a reference which discloses a species not antedated by the
affidavit or declaration, the rejection will not ordinarily he
withdrawn unless the applicant is able to establish that he or she
was in possession of the generic invention prior to the effective
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date of iie reference; In other words; the affidavitor declaration

* ivunder 337 CFR<*1.131 must show as much as the minimum

- > disclosure reqmred by a patem speclficauon to furmsh suppon
¢ fora: genenc claim.

. 'Thé principleis well estabhshed in: chemtcal cases, and in

cases involving compositions of matter, that the disclosure of a

“ gpecies iin a cited reference’ is: sufficient to prevent a later

applicant from obiaining a “genetic claim.” In re Steenua ck,
1936 C.D. 594, 473 O.G. 495. '

Where the only pertinentdisclosure in thereference isa smg'e
species, which species is antedated by the affidavit or declara-
tion, the reference is overcome. In re Stempel, 1957 C.D. 200,
717 O.G. 886.

MARKUSH TYPE CLAIM

Where a claim reciting a Markush group is rejected on a
reference disclosing but not claiming a specific member of the
group, the reference cannot be avoided by an affidavit or
declaration under >37 CFR<* 1.131 showing different mem-
bers of the group.

715.04 Who May Make Affidavit or
Declaration [R-6]

A. The inventor.

B. Oneoftwo joint inventors is accepted where ** >itis shown
that one of the joint inventors is the inventor of the claim or
claims under rejection.<

C. The assignee or other party in interest when itis not possible
to produce the affidavit or declaration of the inventor. Ex parte
Foster, 1903 C.D. 213, 105 O.G. 261.

715.05 Pate6n]t Claiming Same Invention

When the reference in question is a noncommonly owned
patent ciaiming the same invention as applicant and its issue
date is less than one year prior to the filing date of the application
being examined, applicant’s remedy, if any, must be by way of
37 CFR *>1.608< instead of 37 CFR 1.131. The examiner
should therefore take note whether the status of the patent as a
reference is that of a PATENT or a PUBLICATION. If the
patentisclaiming the same invention as the application, this fact
should be noted in the Office action. The reference patent can
then be overcome only by way of interference. Note, however,
350.8.C. 135 * >MPEP § 2300.01<..

Form Paragraph 7.58 may be used t» note such a situation in
the office action.

7.58 1.131 Affidavit, Ingffective, Claiming Same Invention

The {1] reference is a U.S. patent that claims the rejected invention. An
affidavit or declaration is inappropriatc under 37 CFR 1.131(a) when the patient
is claiming the samc invention, The patient can only be overcome by establigh-
ing priority of invention through interference proceedings. Sec MPEP >2306<*
for information on initiating interference proceedings.

Esxaminer Note:
1. If usedto respond tothe submission of & 1.131 affidavit, this paragraph must
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2. This pangnph may be used wu.hm:.pgnguph_
under § 1.131 hasnot yetbeen filed, and the exsminer desires to nou.fy spplicant
- that lhesuhmmlon ofa§1.131 afﬁdwuwmld be i mapwcpmte. v

715.07 Facts and Documema ry Ewdence
- fReSY

2 515 S55CT HA 14 nO‘Vﬁ d? r37 CFR i 131 xspi“wxxny
of invention and this may be done by any satisfactory evidence
of the fact. FACTS, not conclus:ms must be allegcd and they
must be shown by evidence in the form of exhibits accompany-
ingthe affidavit or declaration. Each exhibit relied upon should
be specifically referred to in the affidavit or declaration, in terms
of what it is relied upon to show. For example, the allegations of
fact might be supported by submitting as evidence one or more
of the following:

(1) attached sketches;

(2) auached blueprints;

(3) attached photographs;

(4) auached reproductions of notebook entries;

(5) an accompanying model;

{6) attached supporting statements by witnesses, where verbal
disclosures are the evidence relied upon.

If the dates of the exhibits have been removed or blocked off,
the matier of dates can be taken care of in the body of the oath
or declaration.

The dates in the oath or declaration may be the actual dates or,
if the applicant or patentowner does not desire to disclose his or
her actual dates, he or she may merely allege that the acts
referred 1o occurred prior to a specified date.

A general allegation that the invention was completed prior to
the date of the reference is not sufficient. Ex parte Saunders,
1883 C.D. 23,23 0.G. 1224,

“If the applicant made skeiches he should so state, and
produce and describe them; if the sketches were made and lost,
and their contents remembered, they should be reproduced and
furnished in place of the originals. The same course should be
pursued if the disclosure
was by means of models, If neither sketches nor models are
relied upon, butitis claimed that verbal disclosures, sufficiently
cleartoindicate definite conception of the invention, were made
the witness should state as nearly as possible the language used
in imparting knowledge of the invention to others.” Ex parte
Donovan, 1890 C.D. 109, 52 0.G. 309.

The affidavit or declaration must state FACTS and produce
such documentary evidence and exhibits in support thereof as
are available to show conception and completion of invention
IN THIS COUNTRY, at least the conception being at a date
prior to the effective date of the reference. Where there has not
been reduction to practice prior to the date of the reference, the
applicant or patent owner must also show diligence in the
completion of his or her invention from a time just prior to the
date of the reference continuously up to the date of an actual
reduction to practice or up to the date of filing his or her
application (filing constitutes a constructive reduction 1o prac-
tice, »37 CFR<* 1.131).

A conception of an invention, though gvidenced by disclo-

' "l'l-m ner.'ant‘al th v £y tc
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UNLESS HE OR SHE FOLLOWS IT WITH REASONABLE -
~DILIGENCE BY SOME OTHER ACT; such ‘as an “actual

reduction’ to pracuce ‘or filmg an apphcauon for'a patent.

: Automanc Weighing Mach: Co.'v. Preumatic’ Scale Corp.

Lzmued 1909 C. D. 498, 139 0.G. 991.
Concepnon is the mental part of the inventive act; bu it must

"be capable of proof, as by drawings, complete disclosure to

another person, etc. In Mergenthalerv. Scudder, 1897C.D. 724,
810.G. 1417, it was established that conception is more than a
mere vague idea of how to solve a problem; the means them-
selves and their interaction must be comprehended also.>The
invention is “made” for purposes of the last paragraph of 35
U.S.C. 103 (see MPEP § 2170) when the conception is complete
as defined in Mergenthaler v. Scudder above.<

Thefactstobeestablished under >37 CFR<* 1,131 are similar
to those 1o be proved in interfesence, The difference lies in the
way in which the evidence is presented. If applicant disagrees
with a holding that the facts are insufficient to overcome the
rejection, his remedy is by appeal from the continued rejection.

Disclosure Documents (>MPEP<§ 1706) may be used as
documentary evidence.

Form Paragraph 7.59 or 7.63 may be used where insufficient
evidence is included in a >37 CFR<* 1.131 affidavit.

759 1.131 Affidavis, Insufficient Evidence of Reduction To Practice Before
Reference Date

The evidence submitted is insufficient to establish a reduction to practice of
the invention in this country prior to the effective date of the {1] reference.

Examiner Note:
1. This paragraph must be preceded by paragraph 7.57.
2. An explanation of the lack of showing of the slleged reduction to practice

must be provided.

7.63 1.131 Affidavit, Insufficient Evider.ce of Reduction To Practice After
Reference Date

The evidence submitted is insufficient to establish a reduction to practice of
the invention in this country after the effective date of the [1] reference.

Examiner Note:

1. This paragraph must be preceded by paragraph 7.57.

2. If the alleged reduction to practice is prior to the effective date of the
reference, do not use this paragraph. Sece paragraph 7.59.

3. If the affidavit additionally faile to establish cither conception or diligence,
paragraphs 7.61 and/or 7.62 should precede this paragraph. If cither conception
ordiligenceis established, a statement to that effect should be included after this

paragraph.
4. An explanation of the lack of showing of the alleged reduction to practice

must be given.

715.07(a)

Where conception occurs prior to the date of the reference, but
reduction to practice is afterward it is not enough merely to
allege thatapplicant or patent owner had been diligent. Exparte
Hunter, 1889 C.D. 218,49 0.G. 733.

What is meant by diligence is brought out in Christie v.
Seybold, 1893 C.D. 515, 64 O.G. 1650. In patent law, an

Diligence
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- lack of actmty is excused -
Note however that anly d:hgence bq"ore rcducnon o prac-
tice is a material consxderauon. The “Iapse of time between the
complenon orreducuonlo pmcuoe of aninvention and the ﬁlmg
of an application thereon” ( (Ex parte Merz, 75 USPQ 296)is not
- relevant to an affidavit or declarauon under 37 CFR 1. 131.
Form Paragraph 7.62 may be used to respond to a>37 CFR<

' 1.131 affidavit where diligence is lacking.

7.62 1.131 Affidavit, Diligence Lacking

The evidence submitted is insufficient to establish diligence from a date prior
to the effective date of {1] reference to & subsequent reduction to practice orto
the filing of the application.

Ezamiaer Note:

1. This paregraph must be preceded by paragraph 7.57.

2. ¥ he affidavit additionally fails 1o establish conception, this paragraph
must also be preceded by paragraph 7.61. If the affidavit establishes conception,
a statemnent to that effect should be added to this paragraph.

3. the affidavit additionally fails woesiablish an alleged reduction wopractice
priostothe application filing date, this paragraph must be followed by paragraph
7.63. If such an alleged reduction to pructice is established, a statement to that

effect should be added to this paragraph.
4. An explanation of the seasons for a holding of non-diligence must be

provided.
715.07(b) Interference Testimony
Sometimes Used [R-6]

In place of an affidavit or declaration the testimony of the
applicant in an interference may be sometimes used to antedate
areference in lieu of >37 CFR<* 1.131 affidavit or declaration.

The part of the testimony to form the basis of priority over the
reference should be pointed out. Ex parte Bowyer, 1939 C.D. 5,

42 USPQ 526.

715.07(c) Acts Relied Upon Must Have
Been Carried Out in This Country

The affidavit or declasation must contain an aliegation that the
acts relied upon to establish the date prior to the reference were
carried out in this country. See 35 U.S.C. 104.

35US.C. §104. Invention made abroad.

In proceedings in the Patent and Trademark Office and in the coursis, an
applicant for a patent, or 2 patentee, may not establish a date of invention by
reference 16 knowledge or use thereof, or other activity with respect thereto, in
4 fmtgﬂ country, except as provided in sections 119 and 365 . this title, Where

‘ svention was made by a pesson, civil or military, while domiciled in the
Uﬂiwd States and serving in a foreign country in connection with operations by
oron behalf of the United States, he shall beentitled to the same rights of priority
with respectio such invention as if the same had been made in the United States.

715.07(d) Disposition of Exhibits

Exhibits, such as those filed as part of an affidavit or declara-
tion under 37 CFR 1,131, that arc too bulky to be placed in the
application file are retained in the examining group until the
case is finally disposed of. When the case goes to issue (or
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‘ abandonmem) the exhxbus are remmed ox.herwnse dlsposed
*.of. See >MPEP<§.608.03(a).

'71'5‘.08 ‘Passe Up"o‘ni)

Primacy Examiner
[R 6] i

T he question of suff:c:ency of afﬁdav:ts or dec!arauons nunder

>37CFR<* 1131 should be rewewed and dccnded by aprimary

exammer. '

Review of quesnons of formal sufﬁcnency and propnety are
by petitiontothe Commxssnoner Such | peiitions are answeredby
the group directors. (>MPEP< § 1002.02(c), item 4(¢))

Review on the merits of 537 CFR<* 1.131 affidavit or decla-
ration is to the Board of >Patent< Appeals >and Interferences<.

715.09 Seasonable Presentation [R-6]

Affidavits or declarations under >37 CFR<* 1.131 must be
timely presenied in order to be adminted. Affidavits and decla-
rations submitted prior to a final rejection are considered timely.

Anaffidavitordeclaration presented with a first response after
final rejection for the purpose of overcoming a new grour:1 of
rejection or requirement made in the final rejection is ern:tered
and considered without a showing under >37 CFR<* 1.116(b).
No other affidavit or declaration under >37 CFR<* 1.131
presented after final rejection will be. considered unless a
satisfactory showing is made under >37 CFR<* 1,116(b) or
1.195.

All admitted affidavits and declarations are acknowledged
and commented upon by the examiner in his next succeeding
action.

For affidavits or declarations under »37 CFR<* 1,131 filed
after appeal see >37 CFR<* 1,195 and >MPEP< § 1212,

716 Affidavits or Declarations Traversing
Rejections, Section i.i32 {R-6]

37 CFR 1.132. Affidavits or declarations sraversing grounds of rejection.

When any claim of an application or a patent under reexamination is rejected
on reference to a domestic patent which substantially shows or describes but
does not claim the invention, or on reference to 2 foreign patent, or 1o a printed
publication, or to facts within the personal knowledge of an employee of the
Office, or when rejected upon a mode or capability of operation attributed to a
reference, or because the alleged invention is held to be inoperative or facking
in utility, or frivolous or injurious to public health or morals, affidavits or dec-
larations traversing these references or objeciions may be received.

NOTE THAT >37 CFR<* 1.132 IS NOT APPLICABLE
TO A REJECTION BASED ON A U.S. PATENT WHICH
CLAIMS THE REJECTED INVENTION,

It is the responsibility of the primary examiner to personally
review and decide whether affidavits or declarations submitted
under 37 CFR<* 1.132 for the purpose of traversing grounds
of rejection, are responsive (o the rejection and present suffi-
cient facts to overcome the rejection,

This rule sats forth the general policy of the Office consis-
tently followed for a long period of time of receiving affidavit
evidence traversing rejections or objections: Exparte Grosselir,
1896 C.D. 39, 76 O.G. 1573. The enumeration of rejections in
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are m be treated or consxdered as falling under thxs Tule.

Affidavits or declarations under >37 CFR<* L. 132 must be"‘

timely presented in order to be admntted

Affidavitsand declarauonssubmmed pnor to a final re;ecnon '

are considered umely

Anaffi davxtordeclaratxon ptesented witha ﬁrslresponsedter'

final rejection for the purpose of overcoming a new ground of
rejection or requirement made in the final rejection is entered
and considered without a showing under >37 CFR<* 1.116(b).
No other affidavit or declaration under >37 CFR<* 1.132
presented after final rejection will be considered unless a
satisfactory showing is made under>37 CFR<* 1.116(b) or>37
CFR<* 1.195.

All admitted affidavits and declarations are acknowledged
and commenicd upon by the examiner in the next succeeding
action.

Form Paragraph 7.65 or 7.66 should be used to comment on a
>37 CFR<* 1.132 affidavit.

7.65 1.132 Affidavis, Effective To Witkdraw Rejection

The {1] under 37 CER 1.132 filed [2] is sufficient to overcome the rejection
of claim 3] based upon [4].

Examiner Note:

1. In bracket 1, insert either affidavit or declaration.

2. Indicate the filing date of the affidavit> in bracket 2<.

1. Indicate the claim or claims affected >in bracket 3<.

4, Indicate the rejection that has been overcome; i.e., insufficiency of
disclusure, lack of wtility, inoperativeness, & specific reference, etc. See MPEP

§716.

7.66 1.132 Affidavis, Insufficient
The{1lunder37 CFR 1.132 filed l2} is insufficient o overcome lhe rejection
of elaim {11 baced upnon (4] 35 523 foith in ie last Oifice action because [5].

Examiner Note:
1. In bracket 1, insest either affidavit or declaration.

2. Indicate the filing date of the affidavit >in bracket 2<.

3, Indicate the claim or claims affected >in bracket 3<.

4. Idemify the rejection that is being maintained >in bracket 4<.

5. Ses forih in detail the reasons for the insufficiency; eg., untimely, fails to
alfege facis, not germane 1o the rejection at issue, not commensurate in scope
with the claims, etc. Sec MPEP 716.

The following criteria are applicable to all affidavits or decia-
rations submitted under § 1.132:

(1y Affidavits or declarations must be timely or seasonably
filed to be entitled to consideration: /n re Rothermel et al., 1960
C.D. 204, 125 USPQ 328. Affidavits or declarations not timely
filed must meet the requirements of § 1.195,

(2y Affidavits or declarations must set forth facts, not merely
conclusions: Inre Pike etal., 1950 C.D. 105,84 USPQ235. The
factspresented in the affidavits or declarations must be pertinent
to the rejection: In re Renstrom, 1949 C.D. 306, 81 USPQ 390.
Otherwise, the affidavits or declarations have no probative
value,

(3) Affidavits or declarations should be scrutinized closely
and the facts presented weighed with care, The affiant’s or
declarant’s interest is a factor which may be considered, but the
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746"

' afﬁdavxt or. declarauon cannot be' dxsregarded solely for that -

reason. ',McKenna etal., 1953 C.D.251,97USPQ 348,203
F.24 717, Bullard & Co.v. Coe, 1945 C D 13 64 USPQ 359
147F2d 568: " o

>37CFR<* 1. 132 affidavits or declarations maybeclassxﬁed '
infive groups, and suchaffidavits or declarations mustconform,
in addition, to the establishied criteria and standards for the
group into which they fall. These groups and the applicable
standards are:”

1. COMPARATIVE TESTS OR RESULTS

Affidavits or declarations comparing applicant’s results with
those of the prior art must relate (o the reference relied upon and
not other prior art — Blanchard v. Ooms, 1946 C.D. 22, 68
USPQ 314, 153 F.2d 651, and the comparison must be with
disclosure identical (not similar) with that of the reference: frire
Tatincloux, 1956 C.D. 102, 108 USPQ 125, 43 CCPA 722
Otherwise, the affidavits or declarations have no probative
value.

Where the comparison is not identical with the reference
disclosure, deviations therefrom should be explained — /n re
Finley, 1949 C.D. 284, 81 USPQ 383, 36 CCPA 999 and if not
explained should be noted and evaluated, and if significant,
explanation should be required: In re Armstrong, 1960 C.D.
422,126 USPQ 281, 47 CCPA 1084. Otherwise, the affidavits
or declarations may be entitled to little weight, Where the
comparison shows unexpected results or advantages, it should
becompared withthe application disclosure, since recitaisof the
specification are controlling: Abbott v. Coe, 1940 C.D. 13,109
F.2d449; Inre Rossi, 1957 C.D. 130, 112 USPQ 479, 44 CCPA
750. Advantages not disclosed carry little or no weight in
establishing natentability,

Affndavns or deciarations setting forth advantages and assert-
ing that despite familiarity with the art, the claimed subject
matter was not obvious to affiants or declarants, do not afford
evidence of non-obviousness, where the advantages relied upon
are merely those which would result from following the teach-
ing of the prior art: In re Henrich, 1959 C.D. 353, 122 USPQ
388, 46 CCPA 933.

2. OPERABILITY OF APPLICANT'S DISCLOSURE

Since it is the examiner’s duty to pass upon the operativeness
of any invention which he or she is called upon to examine he
or she is free to express an opinion on that question so long as
rcasons are given for such a holding with clarity and complete-
ness. Therefore, the examiner need not support every rejection
on inoperativeness with references, affidavits or declarations:
In re Quatlebaum, 84 USPQ 383.

Affidavits or declarations attempting to show that the struc-
ture deemed inoperative was seen in operation by persons who
vouch for its operability, are insufficient: In re Perrigo, 1931
C.D. 512,48 F.2d 965,

Where the invention involved is of such a nature that it cannot
be tested by known scientific principles, theoretical arguments
in affidavit or declaration form are unacceptable, and the only
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: san.factory manne.r of overcoming the rejecuon Js to demon- "
-strate the operabxhty by ponstmcuon and. opezamm of the,‘;

mvenuon .Buckv.Ooms,1947C.D.33, 72USPQ211 159F.2d -

462;Inre Chzlowsky 1956C.D. 155, 108USPQ 321, 43 CCPA :

s o |
| 3.';INOPERABILITY OFREFERENCES

Since every patent is presumed valid (35 U.S.C. 282), and .

since that presumption includes the presumption of operability
— Metropolitan Eng. Co. v. Coe, 1935 C.D. 54, 78 F.2d 199.
- examiners should not express any opinion on the operability of
a patent. Therefore affidavits or declarations attacking the
operability of a patent cited as a reference, though entitled to
consideration, should be treated, not as conclusive of the factual
matter presented, but rather as an expression of opinion by an
expertintheart.InreBerry, 137USPQ353,50 CCPA 1196, See
also In re Lurelle Guild, 1953 C.D. 310, 98 USPQ 68. Opinion
affidavits or declarations need not be given any weight. In re
Pierce, 1930 C.D. 34, 35 F.2d 781; In re Reid, 1950 C.D. 194,
84 USPQ 478.

Further, since in a patent it is presumed that a process if used
by one skilled in the art will produce the product or result
described therein, such presumption is not overcome by a mere
showing that it is possible o operate within the disclosure
without obtaining the alleged product. It is to be presumed also
that skilled workers would as a matter of course, if they do not
immediately obtain desired results, make certain experiments
and adaplations, within the skill of the competent worker, The
failures of experimenters who have no interest in succeeding
should not be accorded great weight. Bullardv. Coe, 1945C.D.
13,64 USPQ359; inre Michalek, 1974 C.1>.458,74 USPQ 107,
34 CCPA 1124; In re Reid, 1950 C.D, 194, 84 UISPQ 472, 37
CCPA 884.

Where the affidavit or declaration presented asserts inopera-
bility in features of the patent which are not relied upon, the
matter is of noconcern: fnre Wagner, 1939C.D. 581,26 CCPA
1193, 103 F.2d 414.

Where the affidavit or declaration asserts inoperability of the
process disclosed in the reference for producing the claimed
product, which product is fully disclosed in the reference, the
matter is of no concern: In re Attwood, 1958 C.I.. 204, 117
USPQ 184, 45 CCPA 824.

Where the affidavit or declaration presented asserts that the
reference relied upon is inoperative, the claims represented by
applicant must distinguish from the alleged inoperative refer-
ence disclosure; otherwise the matter is of no concern: /n re
Crecelius, 1937 C.D. 112, 24 CCPA 718, 86 F.2d 399; In re
Pe;rrine, 1940 C.D. 465, 27 CCPA 1127, 111 F.2d 177, In re
Croshby, 1947 C.D. 35, 71 USPQ 73, 34 CCPA 701.

Affidavit or declaration by pateniee that he or she did not
intend his device to be used as claimed by applicant is immate-
rial: In re Pio, 1955 C.D. 59, 104 USPQ 177,42 CCP4. 746.

4, COMMERCIAL SUCCESS AND OTHER
CONSIDERATIONS BEARING ON CBVIOUSNESS

Rev. 6, Oct. 1987

‘ ,success, long-felt hut unsolved needs
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Afﬁdavxts ordeclaranons submitting evidence of; commercml i
ure, of others, efc., -
must be cons:dcred by the exammer in determmmg the issue of .
obvnousness of claims for. patentabthty under 35 U. S. C. 103.
The Courtof Appeals for the Federal Circuit stated in Stratoﬂex,
Inc. v. Aeroquip Corp., 713, E. 2d 1530 218 USPQ 871, 879
(Fed. Cir. 1983) that “evidence rising out of. the so-called
“secondary considerations’ must always when present be con-
sidered en route to a determination of obviousness.” Such
evidence might be utilized to give light to circumstances sur-
rounding the origin of the subject matter sought to be patented.
Asindicia of obviousness or unobviousness, such evidence may
have relevancy. Graham v. John Deere Co., 383 U.S. 1, 148
USPQ459 (1966); Inre Palmer, 172 USPQ 126, 451 F.2d 1100
(CCPA 1971); In re Fielder and Underwood, 176 USEQ 300,
471 F.2d 640 (CCPA 1973). The Graham v. John Deere pro-
nouncements on the relevance of commercial success, etc. toa
determination of obviousness were not negated in Sakraida v.
Ag Pro, 425 U.8. 273, 189 USPQ 449 (1979) or Anderson’s-
Black Rock Inc. v. Pavemeiit Salvage Co., 396 U.S. §7, 163
USPQ 673 (1969), where reliance was placed upon A&P Tea
Co.v. Supermarket Corp., 340 U.S. 147, 87 USPQ 303 (1950).
See Dann v. Johnston, 425 U.S. 219, 189 U.S.P.Q 257, at 261
(1976) footnote 4.

The weight attached 1o evidence of cominercial success, etc.
by the examiner will depend upon its relevance to the issue of
obviousness and the amount and nature of the evidence, Note
the great reliance apparently placed on this type of evidence by
the Supreme Court in upholding the patent in United States v.
Adams, 383 U.S. 39, 148 USPQ 479 (1966).

Evidence of commercial success, etc. must be commensurate
in scope with the scope of the claims: In re Tiffin, 448 F.2d 791,
171 USPG 294 {15371). Fuilier, in considering evidence of
commercial success, care should be taken to determine that the
commercial success alleged is directly derived from the inven-
tion claimed, in a marketplace where the consumer is free to
choose on the basis of objective principles, and that such success
is not the result of heavy promotion or advertising, shift in
advertising, consumption by purchasers normally tied to appli-
cant or assignee, or other business events extraneous to the
merits of the claimed invention, etc,: In re Mageli et al., 176
USPQ 305 (CCPA 1973); In re Noznick et al., 178 USPQ 43
(CCPA 1973).

Similarly in considering cvidence of fong-felt but unsolved
needs and failure of others, carc should be taken to determine
whether such failures were due to lack of interest or appreciation
of an invention's potential or marketability rather than want of
technical know-how: Scully Signal Ca. v. Electronics Corp. of
America, 196 USPQ 657(1st Cir. 1977).

Affidavits or declarations showing commercial success of a
structure not related to the claimed subject inatier has neither
significance nor pertinence: /n re Kulieke, 1960 C.D. 281. 125
USPQ 578.47 CCPA 943,

Affidavits or declarations attributing commercial success to
the invention “described and claimed” or other equivalent
indefinite language have little or no evidentiary value: /n re
Trowtman, 1960 C.D. 308, 126 USPQ 56, 47 CCPA 308,
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I, after evalualmg the ev:dence, the examiner is still not
_ convinced that the claimed i invention is patentable, this action

 should include a simple stdtement to that effect, identifying the
reason(s) (e.g., evidence of commercial success notconvincing,
the commercxal success not related o the technology, etc.).

5 SUFFICIBNCY OF DISCLOSURE

Afﬁdavus or declarauons presemed o show that the dxsclo- »

sure of an application is sufficient to one skilled in the art are not
acceptable to establish facts which the specification itself
should recite: In re Smyth, 1951 C.D. 449, 90 USPQ 106, 38
CCPA 1130.

Affidavits or declarations purporting to explain the disclosure
criointerpret the disclosure of a pending application are usually
not considered: In re Oppenauer, 1944 C.D. 587,62 USPQ 297,
31 CCPA 1248.

717 File Wrapper [R-6]

The folder in which the Patent and Trademark Office main-
tains the application papers is referred to as a file wrapper.

717.01 Papers in File Wrapper [R-6]

Papers that do not become a permanent part of the record
should not be entered on the “Contents” of the file wrapper. No
paper legally entered on the “Contents” should ever be with-
drawn of returned to applicant without special authority of the
Commissioner. Certain oaths executed abroad may be returncd
but a copy is retained in the file. See SMPEP<§ 604.04(a).

717.01(a)

Arrangement ¢f Papers i File

Wrapper [R-6]

Until revision for allowance, the specification, amendments
and allother communications from applicant are fastened to the
left side (center fold) of the file wrapper. They are in inverse
chronological order; that is, the communication with the fatest
“Mail Room” date is on top. A similar arrangement is folfowed
on the right side, where Office actions and other communica-
tions from the Office are fastened, except that the printis always
kept on top for the convenience of the examiner.

Where amendments are submitted in duplicate, the carbon
copy is destroyed except where the duplicate is received within
the time period for response and the original is late, In this latter
situation both copies are placed in the file, The “original”
(ribbon copy) is entered with reference made to the carbon copy.

At allowance, only those papers required by the printer are
placed in the left side (center section) of the file wrapper.

The use of return self-addressed post cards as a receipt is
covered in >MPEP< § 503.

717.01(b) Prints [R-6]
The prints of the drawing are fastened inside the {ile vrapper

by the Customer Services Division.
‘The white paper prints shall always be kept on top of the
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papets on the nght of the ﬁle wrapper

717. 04"-:1?’"_ .

‘All prints'and inked sketches subsequently ﬁled 1o be part of G 8

therecord should beendorsed with the date of theirreceiptinithé

office ‘and ‘given their: appropnate paper msmber Notef
>MPEP<§ 608 02(m) o

717 02 Data Entered on Ii'lle Wrapper [R-G]

See alsa §§ 707. 10 717 Ol

If the examiner notices an error in any of the data ongmallv
entered on the file wrapper, he or she should have it corrected by
the Application Division.

If an error is noticed in the name or address of the assignee, it
should be corrected by the Assignment Division.

All of the above entries are either typed or made in black ink.
Such changes by amendment as change of address or of attormey
are entered inred ink by the clerk of the group, the original entry
being canceled but not erased.

717.02(b) Name or Residence of Inventor
or Title Changed [R-6]

The distinction between “residence” and Post Office address
should not be lost sight of.

>MPEP §<* 605.04(c) explains the procedure to be followed
concerning sending the application to the Application Division
when applicant changes name,

Unless specifically requesied by applicant, the residence will
not be changed on the file. For example, if a new oath gives a
different residence from the original, the file will not be
changed.

L3

717.03 Ciassification During Examination

When a new case is received in an examining group, the
classification of the case and the initials or name of the examiner
who will examine it or other assigned docket designation are
noted in pencil in the upper lefthand comer of the first sheet of
the “heavy paper” print and in the designated spaces on the file
wrapper. These notations should be kept current.

717.04 Index of Claims

Constant reference is made to the “Index of Claims” found in
the inside of the file wrapper ofall applications. It should be kept
up to date so as to be a reliable index of all claims standing in a
case, and of the amendment in which the claims are 1o be found,

The preprinted series of claim numbers appearing on the file
wrapper refer 10 the claim numbers as originally filed while the
adjacent column should be used for the entry of the final
numbering of the allowed clauns.

Independent claims should be designated in the Index of
Claims by encircling the claim number in red ink,

A line in red ink should be drawn below the number corre-
sponding to the number of claims originally presented, There-
after, a line in red ink should be drawn below the number
corresponding to the highest numbered claim added by each
amendment, Just outside the Index of Claims form opposite the
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';‘;ff'number correspondmo 0. the ﬂtst claun of each amwdmant S

* there should be placed. the. lcm:r desngnalmg lhe amendment;.

if theclauns areanwmed inrewritten form under >37 CFR<*
1.121¢b); the original claim number should not be stricken from: .

the Index of Claims but a notation should be made in red ink in
the ™77+ 0 the left of the original claim number, i.e. “Amend.

1”yii e claim is rewritten a second time, “Amend. 17 should

be changed by striking out “1” and inserting “2” above i.

As any claim is canceled, a line in red mk shmﬂd be drawn
through its number.

Aspaceisprovided forcompleuon byiheexammertoindicate
the date and type of each Office action together with the
resulting status of eachclaim. A listof codes foridentifyingeach
type of Office action appears below the Index. At the time of
allowance, the examiner placcs the final patent claim numbers
in the column marked “Final”.

717.05 Field of Search [R-6]

In each action involving a search, the examiner shall en-
darse, on the flap of the file wrapper, the >U.S .< classesand sub-
classes >, International Patent Classification{s)< and publica-
tions searched, the date when the search was made or was
brought up to date and the examiner’s initials, alf entries being
in BLACK INK. Great care should be taken inasmuch as this
record is important to the history of the application.

In order to provide a complete, accurate, and uniform record
of what has been searched and considered by the examiner for
each application, the Patent and Trademark Office has estab-
lished procedures for recording search data in the application
file. Such a record is ef importance o anyone e'.aluating the
strength and validity of a patent, particularly if ithe paient is
involved in litigation. These procedures will also facilitate the
printing of certain search data on patents,

Under the procedures, scarches are separated into two catego-
ries and listed, as appropriate, in either the “SEARCHED” box
or “SEARCHED NOTES” box on the file wrapper.

All file wrappers have the “SEARCH NOTES” box prinied
therein, If additional space is required, entries will be continued
on the outside right flap of the file wrapper.

A. “"SEARCHED"” Box Entries

Search entries made here, except those for search updates (see
item A.3 below), will be printed under “Field of Search” on the
patent front page. Therefore, the following scarches will be
recorded in the “SEARCHED” box by the examiner along with
the date and the examiner’s initials, according to tie following
guidelines:

1. A complete search of a subclass, including all United
States and foreign patent documents >, whether filed by U.S. or
IPC classification,< and other publications placed therein.

The complete classification (class and subclass) should be
recorded.

Examples:
424/270,272,273 2/10/86 CPS
224/42.1 F 2/10/86 CPS
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214/DIG 4
D332 R
AGIK 9/2?2 ge L
A61K 31/56 AGIK 51 585

2/710/26,« o

2. A lmuzed search of a sub.,laas, for example, a search that
is restricted to an identifiable portion of the patent documents
placed therein. If, however, only the publications in a subclass
are searched. such an entry is to. be made under. “SEARCH
NOTES” rather than under “ "ARCHED ” (See item B. 4
beiow.) -

The class and subclass, followed b Y the mformatmn deﬁmng
the portion of the subclass searched-in parenthesis, should be
recorded. ,

Examples:
214/1 (U.S. only) 2/10/86 CPS
238/6 (1934 o date). 2/10/86 CPS

3. An update of a search previously made. This search entry
will be recorded in a manner to indicate clearly which of the
previously recorded searches have been updated, followed by
the expression “(updated).” Search updale entries, although
recorded in the “SEARCHED” box, will not be printed.

Examples:

424/270 (updated) 4/1/86 CPS
214/DIG, 4 (updated) 7/19/86 CPS
Above (updated) 7/27/86 CPS

When a search made in a parent application is updated during
the examination of a continuing application, those searches

updated, followed by “(updated from parent S.N. ............ Y’ will
be recorded. If the parent has been patented, the patent number
“Pat. N, ............ ” Instead of serial number in the above phrase
will be recorded.

Example:

273/29 BC {updated from

343/114.5 parent S.N. 495,123) 4/27/87 CPS
116/DIG.47 (updated from

D7/73, 74 parent Pat. N, 4,998,999) 2/10/86 CPS]

4. A merhanized search of a file of documents in a specific
art, conducted by using key terms to retrieve documents.

Record the name of the mechanized search sysicm as it
appears in the following list and add the expression “MS File”
to indicate mechanized scarch file.

Termairex Systems:
Automaiic Fue! Controls
Boots & Shoes
Chemical Testing
Cormbined Fastencrs
Electrical Contact Materials
Surface Bonding Using Critical Mctal
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Computer Controlled Microfiche Search Systems
(CCMSS):

A-D Convertors

Digital Data Processing Systems

Special Purpose Digital Processing Systems

364/200 MS file

364/900 MS file

526 MS file

Examples:
Steroid MS File
A-D Convertors MS File

2/12/86 CPS
7/19/86 CPS

When conducting asearch with 2 Termatrex or Edge-Notched
Card System, the examiner should complete form PTO-1041
in two copies, recording all queries searched, even those which
yield only non-relevant documents.

All documents returned by the system in response to a query
which are not actually reviewed should have an “X” drawn
through their associated access and patent numbezs.

The examiner should place one copy of the form PTO-1041 in
the application file on the right fiap of the file wrapper.

The other copy of the form PT(-1041 shonld be forwarded to
the Officc of Search Systems at or prior to the time of the mailing
of the Office actiumn.

When conducting a search with a Punched Card system the
examiner should place in the application file the Code Sheeton
which the terms searched have been marked along with the tape
fisting the documents retrieved. Any document not actually
reviewed should have an “X” drawrn through that document’s
number on the tape listing.

When conducting a search with the CCMSS search systems,
a copy of the machine-printed search report which lists the
extent of file and terms employed in conducting the search
should be placed in the application file on the right hand flap of
the file wrapper.

The list of tagged documents included thereon may have
document numbers crossed out with an “X” when the document
was tagged for recall for purposes other than the search being
conducted.

B. “SEARCH NOTES” Box Entries

Entries made in the “SEARCH NOTES” box are of equal
importance to those placed in the “SEARCHED” box; however,
these entries are not to be printed on any resulting patent, They
are intended to compiete the application file record of areas and/
or documents considered by the examiner in his or her search,
The examiner should record the following scarches in this box
and in the manncr indicated, with each search dated and initial-
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S " Edge-notched Card System: : led:: ,
, FlA DBVICES . v oot o i oot b A CUFSGEY SEQYCH, OF SCADNING, 0f a>1).S < subclass Sor IPC
. Do R " subclass/group/subgroup<, i.e., a search usually made to deter-
Punch Card Systems: documents classified there are relevant. Record ihe
Electrolysis etion, followed by “(cursory)™.
Organometallics ples:
Steroids 250413 (cursory) 2/10/86 CPS
. >AGIK 9/44 (cursory)  ©  2/10/86  CPS<

2. A consultation withother examiiners to determine if relevant
sexrch fields exisi in their areas of expertise.

If the subclass is not searched, record the class and subclass
discussed, followed by “(consulted)”. This entry may also
include the name of the examiner consuited and the art unit.

Examples:

24/ fasteners (consulted) 2/11/86 CPS
24/ fasteners (consulted J. Doe A.U. 351) 2/11/86 CPS
24/201 R-230 AV (consulted) 7/9/86 CPS

3. A search of a publication not located within the classified
patent file, e.g., a library search, a text book search, a Chemical
Abstracts search, etc. Record according to the following for
each type of literature search:

a. Abstracting publications, such as Chemical Abstracts —
record name of publications, list terms consulted in index, and
indicate period covered.

Examples:
Chem. Abs, Pellvdium hydride Jan-June 1975 4/1/86  CPS
Eng. Index, Data Conversion Analogto Digital 1975 4/1/86  CPS

b. Periodicals — list by title and period or volumes covered,
as appropriate. Example:
Popular Mechanics, June-Dec, 1974
Lubrication Engineering, vols. 20-24

4/1/86  CPS
7/19/86 CPS

C. Books — list by tite and author, edition or date, as
appropriate,

Example:

Introduction to Hydrawlic Fluids, Roger E. Hation, 1962 4/1/86 CPS

d. Other types of literature not specifically mentioned herein
(i.e., catalogs, manufacturer’s literature, private collections,
etc.)

Record data as necessary to provide unique identification of
material searched.

Example:
Sears Roebuck catalog, Spring-Summer, 1973.  5/7/86 CPS

Where a book or specific issue of a periodical is cited by the
examiner, it is not necessary to list the specific book or periodi-
cal in the “SEARCH NOTES” box.

A cursory or browsing search through a number of materials
that are found to be of real relevance may be indicated in a
collective manner, ¢.g. “Browsed Sci. Libr. shelves under QA
76.5” or “Browsed text books in Sci. Libr. relating to
...................... * More detailed reviews or searches through
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selecnng key terms and to pmgram the search.

There are two on-line search systems: the Lockheed mtorma-
tion Systcm and the SDC Search Service. These scarch systems
include many data bases such as the Derwent, the NTIS, etc.

Record the name of the data base searched.

Examples: :
CHEMCON data base 577186 CPS
METADEX data base 7/19/86 CPS

The search printout should be placed in the application file,
attached to the right flap of the file wrapper.

The examiner should indicate which publications were re-
viewed by initialling and dating the copy of the printout in the
left margin adjacent to each reviewed publication.

f. If only an abstract of a document was reviewed, the note
“ck’ed abst.” should be made next fo the initials and date.
If the complete document was reviewed, the note “ck’ed doc.”
should be placed with the initials and date.

4, 4 search of onty the publications in a subclass.

Record class and subclass followed by “(publications cnly)”,
Exainples:
43/56 {publications only
99/DIG. 15 (publications only)

5/1/86 CPS
7/19/86 CPS

5. A review of art cited in a parent application or an original
patent, as required for all continuing and reissue applications
andd reexamination proceedings, or a review of art cited in
related applications or patents mentioned within the specifica-
tion, such as those included to provide background of the
invention.

Record the serial number of a parent appiication that is still
pending or abandoneg, followed by “refs. checked” or “refs.
ck’ed”. If for any reason not all of the references have been
checked because they are not available or clearly not relevant,

such exceptions should be noted.

S. N. 495,123 refs. checked 2/10/86 CPS

$. N. 490,000 refs, checked 7/19/86 CPS§

S. N. 480,111 refs. checked except for Greek patent to Kam
8/3/86 CPS

$.N. 410,113 refs. not checked since the filc was notavailable
10/5/86 CPS

Record the patent number of a parent or related application
that is now patented or of an original patent now being reissued
with “refs. checked” or “refs. ck’ed”,
Examples:
Pat. 3,900,000 refs. checked.
Pat, 3,911,111 refs. ck’ed

7/19/86 CPS
7/19/86 CPS

C. Not recorded
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3 _avaxlable in the Scientific lerary A"*
member of thc hbrary staff is. assxgncd 10 assist examiners in

: ’Ihe followmg mdlcauons should not be recorded in euher of o

the search boxes, but should be nated in the annhcauon fileas
 indicated below. a

1 Citations of mfarmaaon by apphcanis confarmmg to 37 :

B CFR-1.98 and the practice thereunder.

In each instance where all information referred to in a paper-:
placedinthe apphcauon file is considered, the examiner should -
place the notation “all ck’ed”, the date, and his or her initials
adjacent to the citation in ink. The citations must also be listed -
on form PTO-892 or initialed on form PTO-1449 submitted by
applicant. See >MPEP< §§ 609 and 7(G7.05(b).

2. Citations of information by applicants not conforming to
37 CFR 1.98 and the practice thereunder.

In each instance where an examirer considers, but does not
cite on form PTO-802, specific information referred to in a
paper placed in the application file, the examiner should place
a notation in ink adjacent to each reference considered.

If all the references referred to in such a paper are reviewed,
the examiner will place the notation “ail ck’ed”, the date, and his
or her initials adjacent the citation in ink.

If included in the specification, the examiner should write the
date and his or her initials in ink adjacent to any reference(s)
checked and enter “‘checked” or ck’ed” in the left margin
opposite the citation.

If presented in a separate paper or in the remarks of an
amendment, the examiner’s initials and “checked” or “ck’ed”
should be entered adjacent to the citation(s) or wherever pos-
sibie io indicate clearly those checked.

717.06 Foreign Filing Dates
See >MPEP<§§ 201.14(c), 202.03 and 201.14(d).
717.07 Related Applications

The file wrapper should identify earlier filed related applica-

tions.
See >MPEP< §§ 202.02 and 202.03.

720 Public Use Proceedings [R-6]

37 CFR 1.292. Public use proceedings.

(2) When a petition for the institution of public use proceedings, supported by
affidavits or declarations and the fee set forth in § 1.17(), is filed by one having
inforeation of the pendency of an application and is found, on reference to the
% examiner, tomake a prima facie showing that the invention ** claimed in an
application believed 10 be on file had been in public use or on sale >more than<
one year before the filing of the application, ®¢ a hearing may be had before the
Commissioner to determine whether a public use proceeding should be insti-
tuted. If instituted, >the Commissioner may designate an appropriate official to
conduct the public use proceeding including the setting of times< ** for taking
testimony, which shall be taken as provided by §§ **>1.671 to 1.685<. The
petitioner will be heard in the proceedings but after decision therein will not be
heard further in the prosecution of the application for patent.

(b) The petition and accompanying papers should either: (1) Reflcet that o
copy of the same has been scrved upon the applicant or upon his attomey oragent
of record; or (2) be filed with the Office in duplicate in the event service is not
possible. The petition and accompanying papers, or a notice that such a petition
has been filed, shall be cntered in the application file.

>{(c}y A petition for institution of public use procecdings shall not be filed by
a party to an interference astoan application involved in the interference. Public
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under§ 1 633(a)<'-:-.,ji'i“'-.“lil.,; e Sl ant

the Commissioner. This sectionis intended to provide guidance

when a question concerning public use proceedings arises.. -
A petition and fee (37 CFR 1.17()) is réquired. to -initiate -

consideration of whether to institute a public use proceeding.
The petitioner ordinarily has information concerning a pending
application which claims, in whole or in part, subject matter that
the petitioner alleges was in “public use” or “on sale” in this
country more than one year prior (o the effective United States
filing date of the pending apy lication (see 35 U.S.C., Section
119, 1st paragraph, and Section 120). He or she thus assuis that
a statuiory bar (35 U.S.C. 102(b) alonc or in combination with
35 US.C. 103} exists which prohibits the patenting of the
subject matter of the application.

When public usc petitions and accompanying papers are
submitted they, or a notice in lieu thereof, will be entered in the
application file. Dupticate copies should be submitted only
when, after diligenteffort, ithas not been possible for petitioner
toserve acopy of the petition on theapplicant, hisor her attorney
or agent in which case the **>Special Program Examination
Unit of the Office of the Assistant Commissioner for Patents<
will attempt to get the duplicate copy to the applicant, hisor her
attorney or agent.

Notice of a petition for 2 public use proceeding will be entered
in the file in lieu of the petition itself when the petition and the
accompanying papers are 100 bulky to accompany the file. Any
public use papers not physically entered in the file will be
publicly available whenever the application file wrapper is
available.

There are two types of public use proceedings: ex parte and
inter partes. It is imporwant 1o understand the difference. In the
ex parte situation, the petitioner is not entitled, as a matter of
right, to inspect the pending application. Thus, he o: she stands
in no better position than any other member of the public
regarding access to the pending application. In the inter partes.
situation, either the petitioner is involved inan interference with
the pending application, and now wishes toassert that the claims
of the pending application (often the counts of the interference)
are barred by public use or sale or the pending application is a
reissue application. In the inter partes situation, the petitioner is
privy to the contents of the pending application ( **>37 CFR
1.612<). Thus, as pointed out below, the petitioner in the inter
partes situation participates in the public use proceedings to a
greater degree than in the ex parte situation. A petitioner who
was once involved in a terminated interference with a pending
application is no longer privy (o the application contents and
will accordingly be treated as an ex parte petitioner.

>Since, February 11, 1985, a petition for institution of public
use proceedings cannot be filed by a party to an interference as
to an application involved in the interference, Public use issues
can only be raised by a preliminary motion under 37 CFR
1.633(a). However, if the issue of public use arises out of an
interterence declared prior to February 11, 1985, the petition
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 Public usoproceedings are provided for in>37 CFR<% 1.292.
The institution of public use proceedings is discretionary with -

matter of the elected clainis will bé considered. However ifa
pubhc use procccdmg is ulnmately mmtuted it will not neces-
sarily be limited to the subject matter of the elected claims but
may include the non-elected subject matter. Any evidence
adduced on the non-elected subject matter may be used in any
subsequent-filed application claiming subject matter without
the requirement of a new fee (37 CFR 1.17(j)). The petitioner
will not be heard regarding the appropnateness of any restric-
tion requirement.

720.01 Preliminary Handling [R-6]

A petition filed under >37 CFR<* 1,292 should be forvarded
to the ** >Special Program Examination Unit of the Office of
the Assistant Commissioner for Patents<, and served in accor-
dance with >37 CFR<* 1.292(b). In addition, ail other papers
filed relating to the petizion or subsequent public use proceeding
must be served in accordance with §§ *>1.646< and 1.248. A
member of the ¥#>Assistant Commissioner’s< staff will asces-
«ain whether the formal requirements of >37 CFR<* 1.292 have
been fulfilled. In particular, the petition will be reviewed to see
if the alleged use or sale occurred more than one year before the
effective filing date of the application, whether the petition
contains affidavits and exhibits to establish the facts alleged,
whetiior there is an offer to produce witnesses having knowl-
edge of the public use or sale, and whether the papers have been
filed in duplicate, or one copy has been served on applicant and
whether the required fee has been tendered. The application file
is ordered and its status ascertained so that appropriate action
may be taken. Where the application is involved in an interfer-
ence, the interference proceedings will not normally be sus-
pended if the proceeding has entered the testimony period.
Whether the interference proceeding is suspended for instite-
tion of the public use proceeding is normally determined by the
** examiner>-in-chief<.

In those ex parte situations where a petitioner cannot identify
the pending application by serial number, the petition papers
will be forwarded to the appropriate group director for an
identification search, Once the application file(s) is located, it
should be forwarded to the ** >Office of the Assistant Commis-
sioner for Paicits<,

>It should be noted that petitions filed on and after February
11, 1985 will not be allowed in accordance with 37 CFR
1.292(c) unless the petition arises out of an interference declared
prior o February 11, 1985 or the interference was declared after
February 11, 1985 but arose from an interference declared prior
10 that date.<

7206.02 Examiner Determination of Prima
Facie Showing [R-6]
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app

status warrants consideration of the petmon, he >or she< wﬂl
prepare a letter for the Assistant Commlssmwt for Patents '
forwarding the petition and the apphcauon filetothe cxammer
for determination of whether a prima facze caseof pubhc use or
sale of >the< claimed subject matter is established by the
petition, regardless of whether: a related interference is sus-
pended. Any other papers that have been filed by the parties
involved, such as a reply by the applicant or additional submis-
sions by the petitioner, will also be forwarded to the examiner.
Whether additional papers are accepted is within the discretion
of the **> Assistant Commissioner’s< staff member. However,
protracted paper filing is discouraged since the parties should
endeavor to present theirbest case as to the prima facie showing
at the earliest possible time. No oral hearings or interviews will
be granted at this stage, and the examiner is cautioned not 0
answer any inquiries by the petitioner or applicant

A prima facie case is established by the petition if the
examiner finds that the facts asserted in the affidavit(s), as
supponed bytheexhibizs iflaterpmvedu'uebymﬁmonytakcn
the claims under 35 U.S.C. 102(b) alone or mEammnanon with
35US.C. 105,

To make this determination, the examiner must identify
exactly what was in public use or on sale, whether it was in use
or onsale more than one year before the effective filing date, and
whether the pending claims “read” on or are obvious over what
has been shown to be in public use or on sale. On this last point,
theexaminer should compare all pending claims with the matter
alfeged to have been in use or on sale, not just the claims
identified by petitioner.

In situations whete the petition alleges only that the claims are
obvious over subject matter asserted to be in pubilic use or on
sale, the petition should include prior art or other information on
which it relies and explain how the prior art or other information
in combination with the subject matter asserted to be in public
use or on sale renders the claims obvious. The examiner is not
expected to make a scarch of the prior art in evaluating the
petition. If, however, the examincr determines that a primafacie
case of anticipation under 35 U.S.C. 102(b) has not becn
established but, at the time of evaluating the petition, the
examiner is aware of prior art or other information which, in his
or her opinion, renders the claims obvious over the subject
matter asserted to be in public use or on sale the examiner may
determine thata primafacie case is made out, evenif the petition
alleged only that the claims were anticipated under 35 U.S.C.
102(b).

After having made his deiermination, the examiner will for-
ward a memorandum to the Assistant Commissioner for Pat-
ents, stating his or her findings and his or her decision as (o
whether a prima facie case has been established. The findings
should include a summary of the alleged facts, a comparison of
at least one claim with the device alleged 1o be in public use or
sale, and any other pertinent facts which will aid the Assistant
Commissioner in conducting the preliminary hearing, The
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720.04
be prepared m mphc'"e‘ ‘and addresséd 10 thei

720.03" 'P'r“elimmﬁr‘y Heé‘u’ring [R-6]

-Where the examiner concludes that a primafacie showing has
not been established; both the petitioner and the applicant are so
notified and the application proceedings are resumed without
giving the parties an opportunity to be heard on the correctness.
of the examiner’s decision. Where the examiner concludes that
aprimafacie case has beenestablished, the Commissioner may
hold a preliminary hearing. In such case, the parties will be
notified by letter of the examiner’s conclusion and of the time
and date of the hearing. In ex parte cases, whether or not the
examiner has concluded that a prima facie showing has been
established, no copy of the examiner’s memoranduin to the
Assistant Commissioner for Patents will be forwarded to the
petitioner, However, in such cases where the petition covers
festrictable subject matter and it is evident that petitioner is not
aware of a restriction requirement which has been or may be
made, petitioner will be informed that the examiner’s conclu-
sion is limnited to elected subject matter. In an inter partes case
the hearing will not normally be set until after suspension of the
interference, The **>examinci-in-chiei< wiil notify the Office
of the * > Assistant Commissioner for Patents< when the inter-
ference is suspended. While not so specifically captioned, the
notification of this hearing amounts to an order to show cause
why a public use proceeding should not be held. No new
evidence is to be introduced or discussed at this hearing. The
format of the hearing is cstablished by the member of the
## Assistant Commissioner for Patents< staff, and the Assistant
Commissioncr for Patents presides. The examiner may attend as
an observer only.

Where the hearing is held in the ex parte situation, great care
will be taken to avoid discussion of any matiers of the applica-
tion file which are not already of knowledge io petitioner. Of
course, applicant may of his or her own action or consent notify
the petitioner of the nature of his or her claims or other related
matters.

After the hearing is concluded, the Assistant Commissioner
for Patents will decide whether public use proceedings are to be
initiated, and he will send appropriate notice to the parties.

>The discussion above relative to inter partes cases applies
only to situations wherein the prima facie case is established in
an application involved in an interference declared prior 10
February 11, 1985 or that was declared after that date but arose
from an intcrference declared prior thereto.<

720.04 Public Use Proceeding Testimony

When the Assistant Commissioner for Patents decides to
institute public usc proceedings, the case is referred 1o the
examiner who will conduct all further proceedings. The fact that
the affidavits and exhibits presented with the petition for insti-
tution of the public use proccedings have been held 1o make out
aprima facie case docs not mean that the statutory bar has been
conclusively established. The statutory bar can only be estab-
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- The procedure for taking testimony in a public use proceeding

is **>similar to< that for taking testimony in an interference.
Normally, no representative of the Commxssxoner need be
present at the taking of the testimony. - .

The examinerwilisezaschedule of imes to‘ takmg testimony
and for filing the record and briefs on the basis of the follo*vum

Petitioner’s testimony to close — 60 days; ‘

Rebuttal testimony by applicant to close — 30 days later

An original and one copy of the Record to be filed — 30 days
later;

Petitioner’s brief to be filed —- 30 days later; and

Anplicant’s brief to be filed — 20 days later. Upon proper
showing, the examiner may grant appropriate exiensions of
time,

>No extension of time will be permitted under 37 CFR
1.136(a). Any exiension of time request musi be filed under 37
CFR 1.136(b). For extensions of time in an inter partes cases
involved in an intcrference see 37 CFR 1.645. See also 37CFR.
1.292(c).

It is understood from the above scheduling of times that 2
given time period begins with the close of the previous period,
and that the completion of testimony or the filing of the Record
or a brief before the close of the corresponding period does not
change its closing date. To avoid confusion, the examiner
should indicate specific dates for the close of each period.

After all testimony has been filed, and briefs have been filed,
or the time for filing apslicant’s brief has expired and he or she
has not filed a brief, a time will be set for an vral hearing to be
conducted by the examiner>-in-chief< in inter partes cases. In
ex parte cases, an oral hearing is ordinarily not held. In inter
partes cases the hearing will be conducted substantially in
accordance with *>37 CFR 1.654< except that oral argument
will ordinarily be limited to one-half hour per side. Arguments
are to be restricted to the evidence adduced and the related law.
No new evidence will be accepted. >The hearing will be
conducted substantially in accordance with 37 CFR 1,256 (now
replaced by 37 CFR 1.654) in interferences declared prior to
February 11, 1985 and in interferences declared thereafter but
arising out of an interference declared prior to February 11,
1985. Otherwise, the hearing will be conducted substantially in
accordance with 37 CFR 1.654.<

In ali public use proceedings, whether the ultimate issue is
anticipation under 35 U.S.C. 102(b) or obviousness over 35
U.8.C. 103, testimony will be limited to the issues of public use
oron sale, Notestimony will be received on whetherthe claimed
subject matter would have been obvious over subject matter
asserted to be in public use or on sale.

720.05 Final Decision [R-6]

The final decision of the examincr should be “analogous to
that rendered by the * * * [Board of ** >Patent Appeals and<
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If lhe exammer concludcs that a pubhc use or sale bar exxszs
he or she w1ll enter a re_;ecuon 10 that effect in the applxcanon
file, predxcaung that rejection on the evndence considered and
the fmdmgs and demsmn reached i in the pubhc use proceedmg ’
Where the apphcatmn is mvolved in a suspended interference
and the examiner’s conclusion applies to one or more of the
claims corresponding to the counts of the mterferencc the
examiner must >so advise the examiner-in in-chief to< dissolve
the interference under >37 CFR 1.641<* as to those counts on
the basis of the public use or sale. ** >The period set to present
the views of each party referred to in 37 CFR 1.641 is not
applicable where the dissolution is based on the finding of
public use, inasmuch as full consideration has already been
given to the issue. The dissclution would not be applicable in
most interferences declared on and after February 11, 1985
since the issue of public use is handled by preliminary motion.<
Where the examiner concludes that there is no public use, or
where the public use proceeding has been conducted concur-
rently with the interference proceeding, the examiner will
address a memorandum to the ** examiner>-in-chief<, notify-
ing him or her uf the examiner’s decision in the public use
proceeding. The interference will continue or be terminated in
accordance with the action taken by the examiner>-in-chief<.
The examiner will enter the appropriate rejection after the
application is returned to an ex parfe status. >Again, this
memorandum of notification would not be applicable in most
interferences declared on and after February 11, 1985 since the
issue of public use is handled by the Board of Patent Appeals and
Interferences.«

There is no review from the final decision of the examiner in
the public use proceedings. A petition under>37 CFR<* 1,181,
requesting that the Commissioner exercise his or her supervi-
sory authority and vacate the examiner’s decision, will not be
entertained except where there is a showing of clear error. See
Exparte Harlley 1908 C.D, 224. Once the application returns 1o
its ex parte status, apgellate review under 35 U.S.C. 134 and
141-145 may be had of any adverse decision rejecting claim(s),
as a result of the examiner’s decisions as to public use or sale.

724 Trade Secret, Confidential, and
Protective Order Matenals [R-6]

Situations arise in which it becomes necessary, or desirable,
for parties to proceedings in the Patent and Trademark Office
relating to pending patent applications >or reexamination pro-
ceedings< to submit to the Office trade secret, confidential, and/
or protective order materials. Such materials may include those
which are subject to a protective or sccrecy order issued by a
court or by the International Trade Comunission (ITC). While
one submitting materials to the Office in relation to a pending
patent application >or reexamination procecding<must gener-
ally assume that such materials will be made of record in the
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*sfilec and be made pubhc the Office is ot umnmdful of the
difficulfies this sometifnes imposes: The Office is also'cogni-
zantof the scnumentexpressed by the courtinfn reSarkar 197
USPQ 788 at 791 (CCPA 1978) whxch stated. S

~“that wherevcrpossxhlc tmde secret la.w and pauntlaws should be

. admuustered in such manner that the former will not deter an inventor. ..
from seckmg the benefit of the latter, because the public is most
benefited by the early disclosure of the invention ini consideration of the
" patent grant. If a patent applicant is unwilling to porsue his righttoa =
patent at the risk of cerizin loss of trade secret protestios, thetwosystems
will conflict, the public will be deprived of knowledge of the invention
_in many cases, and inventors will be reluctant to bring unseuled legal
questions of significant current interest . . . for resolution.”

*¥>Parties< bringing information fo the attention of the Of-
fice for use in the examination of applications >and reexamina-
tions< are frequently faced with the prospect of having legiti-
mate trade secret, confidential, or protective order material
disclosed to the public.

Inventors and others covered by 37 CFR 1.56(a)>and 1.555<
have a duty to disclose to the Office information they are aware
of which is material to the examination of the application. >37
CFR<* 1.56(a} states thai

“[sJuch information is material where there is a substantial
likelihood that a reasonable examiner would consider it impor-
tant in deciding whether to allow the application to issue as a
patent.”

It is incumbent upon patent applicants, therefore, to bring
“material” information to the attention of the Office. It matters
not whether the “material” information can be classified as a
trade secret, or as confidential material, or whether it is subject
to a protective order. The obligation is the same; it must be
disclosed if “material 1o the examination” as defined in >37
CFR<* 1.56(a). >The same duty rests upon & patent owner
under 37 CFR 1.555 whose patent is undergoing reexamina-
tion.<

Somewhat the same problem faces a protesior under 37 CFR
1.291(a) who believes that trade secret, confidential, or protec-
tive order material should be considered by the Office during the
examination of an application.

In some circumstances, it may be possible to submit the
information in such a manner that Icgitimate trade secrets, etc.,
will not be disclosed, e.g., by appropriate deletions of non-
material portions of the information. This should be done only
where there will be no loss of information material to the
examination under 37 CFR 1.56(a) >or 1.555<.

>The provisions of this section do nor relate to material ap-
pearing in the description of the patent application.<

724.01 Completeness of the Patent File
Wrapper [R-6]

It is the intent of the Office that the patent file wrapper be as
complete as possible insofar as “material” information is con-
cemned. The Office attempts to minimize the potential conflict
between full disclosure of “material” information as required by
»37 CFR<* 1.56(a) and protection of trade secret, confidential,
and protective order material to the extent possible.
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Thepmcedures set for:h inthe followmg sections: aredesngned

to enable the Office to ensure as completea patent file wrapper .

as possible while preventing unnecessary public disclosure of
trade secrets, confidential material, and protective ordér mate-
rial.

724.02 Method nfSubmlttmg Trade Secret
Confidential, and/or Protective
Order Matenals [R-6]

Information which is considered by the party submitting the
same to be either trade secret material or confidential material,
and any material subject to a protective order, must be clearly
labeled as suchand be filed in a sealed, clearly labeled, envelope
or container, Each document or item must be clearly labeled as
a“Trade Secret” document or item, a “Confidential” document
or item, or as an item or document “Subject To Protective
Order.” If the item or document is “Subject to Protective Order”
the proceeding, including the tribunal, must be set forth on each
document or item. Of course, the envelope or container, as well
as each of the documents or items, must be labeled with
compiete identifying information for the*>file< 1o which it is
directed, including the Office or area to which the envelope or
container is directed.

Examples of appropriate labels for such an envelope or con-
tainer >addressed to an application< are as
follows:>{Appropriate changes would be made for papers filed
in a reexamination file.)<

A. “TRADE SECRET MATERIAL NOT OPEN TO PUB-
LIC. TO BE OPENED ONLY BY EXAMINER OR OTHER
AUTHORIZED PATENT AND TRADEMARK OFFICE
EMPLOYEE.

In re Application of

Serial No

Filed:

For: (Title of Invention)

Group Art Unit:

Examiner:

ATTENTION: (Current Location of Application)”

B. “CONFIDENTIAL MATERIAL NOT OPEN TO PUB-
LIC. TO BE OPENED ONLY BY EXAMINER OR OTHER
AUTHORIZED PATENT AND TRADEMARK OFFICE
EMPLOYEE.

In re Application of

Serial No

Filed:

For: (Title of Invention)

Examiner:

ATTENTION: (Current Location of Application)”

C.“"MATERIAL SUBJECT TO PROTECTIVE ORDER —
NOT OPEN TO PUBLIC. TO BE OPENED ONLY BY
EXAMINER OR OTHER AUTHORIZED PATENT AND
TRADEMARK OFFICE EMPLOYEE.

Tribunal Issuing Protective Order:

Civil Action or Other Identification No.:
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. Date of Order: .

724 03

Curzant Status 0f Proceedmg _(Pen,
;n e, appkcamn of e
Fllcd

For: (Title of Invenuon)

Group Art Umt' g

Examines:: ' '
A'I"I’ENTION (Cun'.,m Locauon of Apphcauon)”

The envelope or contziner must be accompanied by a trans-
mittal letter which also contains the same identifying informa-
tionasthe envelope orcontainer. The transmittal letter mustalso
state that the materials in the envelope or container are consid-
ered trade secrets or confidential, or are subject to a protective
order, and are being submittcd for consideration under
>MPEP< § 724. A petition under 37 CFR 1.182 and fee therefor
(37 CFR 1.17(h)) to expunge the information, if found notto be
"“material to the examination of the application* as defined in 37
CFR 1.56(a), may also accompany the envelope or container.

In order 16 ensuze that such an envelope or container is not
mishandled, either prior to reaching the Office, or in the Office,
the envelope or container should preferably be hand-carried to
the particular area o which it ic directed and in which the
application >or reexamination< is pending at that time, If the
*>proceeding< is then pending in an examining group the
enveiope or container should be hand-carried 1o the office of the
directorof theexamining group. The Office personnel receiving
the envelope or container should be informed that it contains
such material. If the envelope or container cannot be hand-
carried tc theoffice it can be mailed to the Patent and Trademark
Office in the normal manner, but that method of subrission is
not as desirable as hand-carrying the envelope or container to
the Office or area involved.

724.03 Types of Trade Secret, Confiden-
tial, and/or Protective Order Materials
Submxtted under § 724.02 [R-6]

The types of materiais or information contemplated for sub-
missionunder >MPEP< § 724.02 inclucde information “material
to the examination of the application.” but does not include in-
formation favorable tc patentability. Thus, any trade secret,
confidential, and/ or protective order materials which are re-
quired to be submitted on behalf of a patent applicant under 37
CFR 1.56(a) >orpatent owner under 37 CFR 1.555<can be sub-
mitted in accordance with § 724.02. “*sNeither 37 CFR 1.56(a)
nor 1.555¢< require the disclosure of information favorable o
patentability, e.g., evidence of commercial success of theinven-
tion (see 42 Fed, Reg, 5590). Such information should not be
submitted in accordance with § 724.02. If any wade secret,
confidential and/or protective order materials arc submitted in
amendments, arguments in favor of patentability, affidavits
under 37 CFR 1.131 or 1.132, they will be made of record in the
*>file< and will not be given any special status.

Insofar as protestors under 37 CFR 1.291(a) and petitions o
strike applications under 37 CFR 1.56 arc concerned, submis-
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sxons can bemade in accordance wxlh § 724 062 1t‘ protestor or+
o 'penuoner hasaccessto the application. involved. In'suchcases; .

o . of course, the requirements for service must be followed. The-
Office cannot ensure. that. the ‘party- or ‘parties served will

maintain the information secret. If the party or parties served
find it necessary ordesirable to comment on material submitted
under § 724 before it is, or without its being, found “material to
the examination,” such commerts should enher (l) not disclose
the details of the materiai or (2) 'be submittedina separate paper
under § 724.02.

724.04 Office Treatment and Handling of
Materials Submitted under § 724.02 [R-6]

The exact methods of treating and handling materials submit-
ted under >MPEP< § 724.02 will differ slightly depending upon
whether the materials are submitted in an original application
subject to the requirements of 35 U.S.C. 122 or whether the
submission is made in a reissue application >or reexamination
file< open to the public under 37 CFR 1.11(b)>or (d)<. In
*>any< event, Cffice personnel must not disclose such materi-
als to the public without authorization. Upon receipt of the
submission the transmittz! letter and the envelope or container
will be date stamped and broughtto the attention of the examiner
or other Office employee responsible forevaluating the submis-
sion. The receipt of the transmittal letter and envelope or
container will be noted on the “Contents” of the application >or
reexamination< file. In addition, the face of the application >or
reexamination< file will have the notation placed thereon to
indicate that trade secret, confidential, or protective order ma-
terial has been filed. The location of the material will also be
specified. The words “TRADE SECRET MATERIALS FILED
WHICH ARE NOT OPEN TO PUBLIC” on the face of the file
are sufficient to indicate the presence of trade secret material.
Similar notations will be made for either confidential or protec-
tive order materials.

724.04(a) Materials Submitted in an
Application Covered by 35 U.S.C.122

Any materials submitted under >SMPEP< § 724.02 in an
application covered by 35 U.S.C. 122 will be treated in the
following manner:

1. The examiner, or other appropriate Office official who is
responsible for considering the information, will make a deter-
mination as to whether or not any postion or all of the informa-
tion submitted is “material 1o the examination of the applica-
tion” as defined in 37 CFR 1.56(a).

2. If any portion or all of the submitted information is found
“material to the examination” under 37 CFR 1.56(a) it will be
cited in the next Office action, or other appropriate Office
communication and will become a pari of the file history, which
upon issnance of the application as a patent would become
available to the public.

3. If any portion or all of the submitted information is found
not to be “matcrial 1o the «xamination” under 37 CFR 1.56(a),
the next Office action or other appropriate Office communica-
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uon willso mdxcamwldtout mclud: e medemls of Lhe submnt- -

tcd information. . : o

4. Ifany pomm maﬂ ofthe ~ub i
not 1o be “material to the ¢ .dmmamm” under 37 CFR 1.56(a),
that information will be resealed in its envelope or container and
retained pending the possxble ﬁlmg ofa peuum 1o expunge the
information. -

5. Any petition to expunge thc submmed mforma:mn or any
portion thereof will be treated in accordance with >MPEP< §
724 .05.

724.04(b) Materials Submitted in Reissue
Applications Open to the Public
Under 37 CFR 1.11(b) [R-6]

Any materials submitted under >SMPEP< § 724.02 in areissue
application open to the public under 37 CFR 1.11(b) will be
treated in the following manner:

1. The submitted information will be maintained separate
from the reissue application file and will not be publicly avail-
able until adetermination has been made as to whetherornot the
information is “material to the examination of the application”
as defined in 37 CFR 1.56(a).

2. The examiner, or other appropriate Office official who is
responsible for considering the information, will make a deter-
mination as to whether or not any portion or ali of the informa-
tion submitted is “material to the examination of application” as
defined in 37 CFR 1.56(a).

3. If any portion or all of the submitted information is found
“material to the examination” under 37 CFR 1.56(a), it will be
cited in the next Office action cr other appropriate Office
communication and will thercafter become a permanent part of
the reissue application file and open to the public.

4. If any portion or all of the submitted information is found
not to be “material 1o the examination” under 37 CFR 1.56(a),
the next Office action or other appropriate G{fice communica-
tion: will soindicate without including in the communication the
detaiis of the submitted information.

5. If any portion or ali of the submitted information is found
not to be “material to the examination under 37 CFR 1.56(a),
that information will be resealed in itsenvelope or container and
retained separate from tne application file, and unavailable to
the public, pending the possible filing of a petition to expunge
the information.

6. Pending the filing of the petition to expunge the sealed
envelope or container should be clearly marked “Not Open To
The Public” and Office personncl will not make such envelope
or container available (o any member of the public inspecting
the reissue application file.

7. Any petition to expunge a portion or alf of the submitted
information will be treated in accordance with >MPEP< §
724.05.

»724.04(c) Materials Submitted in Reex-
amination File Open to the Public
Under 37 CFR 1. ll(d) [R-6]

Any materials submitted under MPEP § 724.02 in a reexami-
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nation: me open to, me pubhc under 37 CFR ll(d) wm be
" treated in'the followmg manner::: :
tea mfm'manon is found _

*1.:The: submitted: mtormauon wxll be mamtamed separate o
from, the reexamination file and will not be publicly available
until a determination has been made as to whether or not:the
information is matenal to the- exammahon” ‘as dcﬁned in 37-
CFR 1.56(a). - :

2. The examiner, or other appropnate Ofﬁce ofﬁcxal who is
responsible for considering the information, will make a deter-
mination as to whether or not any portion or all of the informa-
tion submitted is “material to the examination” as defined in 37
CFR 1.56{a).

3. If any portion or all of the submm;ed information is found

“material to the examination” under 37 CFR 1.56(a), it will be
cited in the next Office action or other appropriate Office
coimmunication and will thereafter become a permanent part of
the reissue application file and open to the public,

4. If any portion or all of the submitted information is found
noz 10 be “material to the examination” under 37 CFR 1.56(a),
the next Office action or other appropriate Office communica-
tion will so indicate without including in the communication the
details of the submitted information.

5. If any portion or all of the submitted information is found
not o be “material to the examination under 37 CFR 1.56(a),
that information will be resealed in its envelope or container and
retained separate from the reexamination file, and unavailable
to the public, pending the possible filing of a petition to expunge
the information.

6. Pending the filing of the petition to expunge the sealed
envelope or container should be clearly marked “Not Open To
The Public” and Cffice personnel will not make such envelope
or container available to any member of the public inspecting
tiw reexamination file.

7. Any petition to cxpunge a portion or all of the submitted
information will be treated in accordance with MPEP §
724.05.<

724.05 Petition to Expunge Materials
Submitted Under § 724.02 [R-6]

A petition to expunge information submitted under >MPEP<
§ 724.02 will be entertained only if the petition fee (37 CFR
1.17¢hy) is filed and the information has been found not to be
material to the examination ** as defined in 37 CFR 1.56(a). If
the information is found to be “material to the examination” any
petition to expunge the information will be denied. Any such
petition to expunge information submitted under >MPEP< §
724.02 and found not “material” should be directed to the Office
of the Assistant Commissioner for Patents, Building 3-11A13.
Such petition must contain:

1. A clear identification of the information 10 be cxpunged
without disclosure of the details thereof.

2. A clear stutement that the information to be expunged is
trade secret material, confidential material, and/or subject to a
protective order, and that the information has not been other-
wise made public.
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'.Aclcar xdenut' cauan of theapphcauon paper(s) whmh g
' _'hat such iﬂfﬁﬁﬁaﬁﬁn was no! “‘maierial
4. A commitment on-the: ‘part-of the petitioner

L¢3 ‘etam such

information for the: penod ‘of any patent wnh regard to whxch ‘

such information is submitted: : ,

5. A statement that the petition (o expunge is: bemg submnted
by,oronbehaifof, the parly ininterest who orxgmal!y submuted
the information. -

6. The fee (37 CFR 1.17 (h\) fora petition under >37 CFR<*
1.i82.

Any such petition to expunge may accompany the submission
of the information and, in any event, must be submitted in
sufficient time that it can be acted on prior to the date on which
the patent >or recxamination certificate< issues. Timely sub-
mission of the petition is, accordingly, extremely imporiant. If
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o mmai}y submuled the petition should be subniitied
app&caﬁon Sor reexamination< is pendmg in'the

ccompany the mformatlon when'

nining
group and before it is transmitted to the Pubhshmg Dmsxon If,
for any reason; a decision to expunge cannot be,oris ot made
prior to the date on which the patent >or reexammanon ‘cérific
cate< issues any material then in the* file will remain thérein
and be open to the public. Accordingly, it is important that both
the submission of any material under >MPEP<§ 724.02 and the
submission of any petition to expunge occur asearly as possible
during the examination process.

>It should be noted that petitions to expunge information not
submitted under MPEP § 724.02, i.e., information which is a
part of the original disclosure such as the specification and
draweings, will not be entertained.<
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