United States COde e
Title 35 - Patents

PART I- PATENT AND TRADEMARK OFFICE

CHAPTER 1 - ESTABLISHMENT, OFFICERS.
FUNCTIONS
Sec.
1 Establishment.
2 Seal.
3 Officers and employees.
4 Restrictions on officers and employees as to interest in patents.
5 [Repealed.]
6 Duties of Commissioner.
7 Board of Patent Appeals and Interferences.
8 Library.
9 Classification of patents.
10 Certified copies of records.
11 Publications.
12 Excheange of copies of patents with foreign countries.
13 Copies of patents for public libraries.
14 Annual report to Congress.

CHAPTER 2 - PROCEEDINGS IN THE PATENT AND
TRADEMARK OFFICE

21 Filing date and day for taking action.

22 Printing of papers filed.

23 Testimony in Patent and Trademark Office cases.
24 Subpoenas, wilnesses.

25 Declaration in lieu of oath.

26 Effect of defective execution,

CHAPTER 3 - PRACTICE BEFORE PATENT AND
TRADEMARK OFFICE

31 Regulations for agents and attomeys.

32 Suspension or exclusion from practice.

33 Unauthorized representation as practitioner.
CHAPTER 4 - PATENT FEES

41 Patent fees,
42 Patent and Trademark Office funding.

PART II - PATENTABILITY OF INVENTIONS
AND GRANT OF PATENTS

CHAPTER 10 - PATENTABILITY OF INVENTIONS

100 Definitions.
101 Inventions patentable.

102 Conditions for patentability; novelty and loss of right to patent.

103 Condxmms for. pmenttmmy, nof bvnous subject ‘matter.

CHAPTER 11:- APPLICATION FOR PATENT
111 Apphcwon for patent. “

112 Specification.

113 Drawings. ,

114 Medels, specimens.

115 Qath of applicant.

116 Inventors.

117 Death or incapacity of inventor.

118 Filing by other than inventor.

119 Beneft of earlier filing date in foreign country; right of priority.
120 Benefit of earlier filing date in the United Staies.

121 Drivisional applications.

122 Confidential status of applications.

CHAPTER 12 - EXAMINATION OF APPLICATION

131 Examination of application.

132 Notice of rejection; reexamination.

133 Time for prosecuting application.

134 Appeal to the Board of Patent Appeals and Interferences.
135 Interferences.

CHAPTER 13 - REVIEW OF PATENT AND
TRADEMARK OFFICE DECISION

141 Appeal to Court of Appeals for the Federal Circuit.
142 Notice of appeal.

143 Proceedings on appeal.

144 Decision on appeal.

145 Civil action to obtain patent.

146 Civil action in case of interference,

CHAPTER 14 - ISSUE OF PATENT
151 Issue of patent.
152 Issue of patent to assignee.
153 How issued.
154 Contents and term of patent.
155 Patent term extension.
155A Patent term restoration.
156 Extension of patent term.
157 Stattory invention registration.

CHAPTER 15 - PLANT PATENTS

161 Patents for plants,

162 Description, claim.

163 Grant,

164 Assistance of Department of Agriculture,

CHAPTER 16 - DESIGNS
171 Patents for designs.

172 Right of priority.
173 Term of design patent.

Rev. 7, Dee. 1987



AND FILING 'APPLECATEONS IN'FOREIGN
C COUNTRIES

181 Secrecy of certain inventions and wnhholdmg of patent. \
182 Abandonment of invention for unauthorized' dlsclosum R
183 Right to compensation. : v
184 Filing of application in foreign country. &

185 Patent barred for filing without license. -~ -+~

186 Penaity. -

187 Nonapplicability to certain persons.

188 Rules and regulations, delegation of power.

CHAPTER [18] 38 - PATENT RIGHTS IN INVENTIONS
MADE WITH FEDERAL ASSISTANCE

200 Policy and objective.

201 Definitions.

202 Disposition of rights.

203 March-in rights.

204 Preference for United States industry.
205 Confidentiality.

206 Uniform clauses and regulations.

207 Domestic and foreign protection of federally owned inventions.

208 Regulations governing Federal licensing.
209 Restrictions on licensing of federally owned inventions.

210 Precedence of chapter.
211 Relationship to antitrust laws.
212 Disposition of rights in educational awards.

PATENTS AND PROTECTION OF
PATENT RIGHTS

PARTIII -

CHAPTER 25 - AMENDMENT AND CORRECTION OF
PATENTS

251 Reissue of defective patents.
252 Effect of reissue.
253 Disclaimer.

254 Certificate of correction of Patent and Trademark Office mistake.

255 Cenificate of correction of applicant’s mistake.
256 Correction of named inventor.

CHAPTER 26 - OWNERSHIP AND ASSIGNMENT

261 Ownership; assignment.
262 Joint owners,

CHAPTER 27 - GOVERNMENT INTERESTS IN
PATENTS

266 {Repealed.]
267 Time for taking action in Government applications.

CHAPTER 28 - INFRINGEMENT OF PATENTS

271 Infringement of patent.
272 Temporary presence in the United States,

Rev, 7, Dec, 1987

281 Remedy

-~ 283 Injunction’

282 Presumption f vahdl ; def nses,

284 Damages. .
285 Attomey fees,
286 Time limitation on damages.

287 Limitation on damages; marking and notice. " , '
288 "Action for infringement of a patent contmnmg an mvahd claxm
289 Additional remedy for mfnngement of des:gn patent.

290 Notice of patent suits. ’

291 Interfering patents.

292 False marking,.

293 Nonresident patentee; service and notice,

294 Voluntary erbitration,

CHAPTER 30 - PRIOR ART CITATIONS TO OFFICE
AND REEXAMINATION OF PATENTS

301 Citation of prior art.

302 Request for reexamination.

303 Determination of issue by Commissioner.

304 Reexamination order by Commissioner.

305 Conduct of reexamination proceedings.

306 Appeal.

307 Cenificate of patentability, unpatentability, and claim
cancellation.

PART IV - PATENT COOPERATION TREATY

CHAPTER 35 - DEFINITIONS
351 Definitions.
CHAPTER 36 - INTERNATIONAL STAGE

361 Receiving Office.

362 International Searching Authority and International Preliminary
Examining Authority,

363 Intemnational application designating the United States Effect.

364 International stage: Procedure.

365 Right of priority; benefit of the filing date of a prior application.

366 Withdrawn international application.

367 Actions of other authorities: Review.

368 Secrecy of certain inventions; filing international applications in
foreign countries,

CHAPTER 37 - NATIONAL STAGE

371 National stage: Commencement.

372 Nationsl stage: Requirements and procedure.
373 Improper Applicant.

374 Publication of international application; Effect.
375 Patent issued on international application: Effect,
376 Fees.

LAWS NOT IN TITLE 35, UNITED STATES CODE

18 U.S.C. 1008 Statements or entries generally.
18 U.S.C. 2071 Concealment, removal, or mutilation generally.

L-2




3 Ofﬁcets and employees.
4 Restrictions on ofﬁcers md employees gs to mtermt m patents.

5 [Repealed]

6 Duties of Commissioner.

7 Board of Patent Appeals md Imerferences s

8 Library. -~

9 Classification of patents. .

10 Certified copies of records.

11 Publications.

12 Exchange of copies of patents with foreign countries.
13 Copies of patents for public libraries.

14 Annual report to Congress.

35 U.8.C. 1 Establishment.

The Patent and Trademark Office shall continue as an office
in the Department of Commerce, where records, books, draw-
ings, specifications, and other papers and things pertaining to
patents and to rademark registrations shall be kept and pre-
served, except as otherwise provided by law,

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35U.8.C. 2 Seal.

The Patent and Trademark Office shall have 3 seal with
which letters patent, certificates of trade-mark registrations, and
papers issued from the Office shall be authenticated.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.8.C. 3 Officers and employees.

(a) There shall be in the Patent and Trademark Office a
Commissioner of Patents and Trademarks, a Deputy Commis-
sioner, two Assistant Commissioners and examiners-in-chief
appointed under section 7 of this title. The Deputy Commis-
sioner, or, in the event of a vacancy in that office, the Assistant
Commissioner ..2nior in date of appointment, shall fill the office
of Commissicner during a vacancy in that office until the
Commissioner is appointed and takes office. The Commis-
sioner of Patents and Trademarks, the Deputy Commissioner,
and the Assistant Commissioners shall be appointed by the
President, by and with the advice and consent of the Senate. The
Secretary of Commerce, upon the nomination of the Comrmis-
sioner, in accordance with law shall appoint all other officers
and employees.

(b) The Secretary of Commerce may vest in himself the
functions of the Patent and Trademark Office and its officers
and employees specified in this title and may from time to time
authorize their performance by any other officer or employee.

(¢) The Secretary of Commerce is authorized to fix the per
annum rate of basic compensation of each examiner-in-chief in
the Patent and Trademark Office at not in excess of the maxi-
mum scheduled rate provided for positions in grade 17 of the
General Schedule of the Classification Actof 1949,asamended.

(dy The Commissioner of Patents and Trademarks shall be
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an Assistant Secretary of Commerce and slnn réceive compen-
sw:manheraxepmsmbedby Ia forAmswnSecmanes of

(e) The: members of: the Trademark Tnal and Appeal Board
of the Patent-and Trademark Office shall each be paid at a rate
not to exceed the maxinium rate of basic pay payable forGS-l6
ofthe Genmal SchuIe under secuon 5332 of utle 5

‘ (Suh@ectxon (c) ammdcd Sept 6 1958 Pubhc Law 85—933 sec. 1,
72 Stat, 1793; Sept. 23,1959, Public Law 85:370, sec. 1(a), 73 Stat.
650; Aug. 14, 1964, Public Law 88426, sec. 305(26), 78 Stat. 425; Jan.
2, 1975, Public Law 93-596, sec. 1, 88 Stat, 1949; Jan. 2, 1975, Public
Law 93-601, sec. 1, 99 Stat. 1956; Aug. 27, 1982, Public Law 97-247,
sec. 4, 96 Stat. 319.)

(Subsection (d) added Oct. 25, 1982, Public Law 97-366 96 Stat.

1760.)
(Subsection (e) added Nov. 8, 1984, Public Law 98-622, sec. 405,

98-3392.)

35 U.S.C. 4 Restrictions on officers and employees
as fo interest in patents.

Officers and employees of the Patent and Trademark Office
shall be incapable, during the period of their appomtmems and
for one year thereafter, of applying for a patentand of acquiring,
directly or indirectly, except by inheritance or bequest, any
patent or any right or interest in any patent, issued or to be issued
by the Office. In patents applied for thereafter they shall not be
entitled to any priority date earlier than one year after the
termination of their appointment.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.8.C. § [Repealed)

(June 6, 1972, Public Law 92-310, Title II, sec. 208(a), 86 Stat.
203.)

35 U.5.C. 6 Duties of Commissioner.

(a) The Commissioner, under the direction of the Secretary
of Commerce, shall superintend or perform all duties required
by law respecting the granting and issuing of patents and the
registration of trademarks; shall have the authority to carry on
studies, programs or exchanges of items or services regarding
domestic and international patent and trademark law or the
administration of the Patent and Trademark Office; and shall
have charge of property belonging to the Patent and Trademark
Office. He may, subjzc: io the approval of the Secretary of
Commerce, establish regulations, not inconsistent with law, for
the conduct of proceedings in the Patent and Trademark Office.

(b) The Commiissioner, under the direction of the Secretary
of Commerce, may, in coordination with the Department of
State, carry on programs and studies cooperatively with foreign
patent offices and international intergovernmental organiza-
tions, or may authorize such programs and studies to be carried
on, in connection with the performance of duties stated in
subsection (a) of this scction.

(c) The Commissioner, under the direction of the Secretary
of Commerce, may, with the concurrence of the Secretary of
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- Office, not 10 exceed $100,000 i smvy year; to the Department
: omeformepmposeofmahngspecmlpaymemswmm-
tional insergovernmeiital: organizations for-studies and - pro-
grams for advancing intezrnational cooperation concerning pat-
ents, trademarks, and related maters. These special payments
may be infaddition (o any other pavments or contributions to the
international organization and shall not be subject to any limi-
tations imposed by law on the amounts of such other payments
omontribunons by the Govemmmof the Umted Stam '

( Subsection (c) amended Oct. 5, 1971, Public Law92-132,85Stat.
364; Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Aug. 27,
1982, Public Law 97-247, sec. 13, 96 Stat. 321.)

{Subsecuon (d) repesled Aug. 27, 1982, PoblicLaw 97-247, sec. 7,96
Stat. 320.)

35 U.8.C. 7 Board of Patent Appeals and
Interferences.

(a) The examiners-in-chief shall be persons of competent
legal kimowledge and scientific ability, who shall be appointed to
the competitive service service. The Commissioner, the Deputy
Commissioner, the Assistant Commissioners, and the examin-
ers-in-chief shall constitute the Board of Patent Appeals and
Interferences.

(b) The Board of Patent Appeals and Interferences shall, on
written appeal of an applicant, review adverse decisions of
examiners upon applications for patents and shall determine
priority and patentability of invention in interferences declared
under section 135(a) of this title. Each appeal and interference
shall be heard by at least three members of the Board of Patent
Appeals and Interferences, who shall be designated by the
Commissioner. Only the Board of Patent Appeals and Interfer-
ences has the authority to grant rehearings.

(cy Whenever the Commissioner considers it necessary in
order to keep current the work of the Board of Patent Appeals
and Interferences, the Commissioner may designate any patent
examiner of the primary examiier grade or higher, having the
requisite ability, to serve as examiner-in-chief for periods not
exceeding six months each, An examiner so designated shall be
qualified to act as a member of the Board of Patent Appeals and
Interferences. Not more than one of the members of the Board
of Patent Appeals and Interferences bearing an appeal or deter-
mining an interference may be an examiner so designated. The
Secretary of Commerce is authorized to fix the pay of each
designated examiner-in-chief in the Patent and Trademark
Office at nottoexceed of the maximum rate of basic pay payable
for grade GS-16 of the General Schedule under section 5332 of
title 5. The rate of basic pay of each designated examiner-in-
chief shall be adjusted, at the close of the period for which that
individual was designated to actexaminer-in-chief, to the rate of
basic pay that individual would have been receiving at the close
of such period if such designation had not been made.

(Asmended Nov, 8, 1984, Public Law 98-622, sec. 201(a), 98 Stat.
3386.)
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35 U.S.CL8 Librai eI
The Commissioner shall maintaina hbrary of sclenufic and

other works and periodicals, both foreign and domestic, in the
Patent and Trademark Office to aid the officers in the dlscharge
of their duties. TR

(Amended]an 2, 1975 Publxcl.aw93 596 sec l 88 Stat. 1949)

35 U.S.C. 9 Classification of patents :

The Commissioner may revise and maintain the classxﬁca-
tion by subject matter of United States letters patent, and such
other patents and printed publications as may be necessary or
practicable, for the purpose of determining with readiness and
accuracy the novelty of inventions for which applications for
patent are filed.

35 U.S.C. 10 Certified copies of records.

The Commissioner may furnish certified copies of specifi-
cations and drawings of patents issued by the Patent and Trade-
mark Office, and of other records available either to the public
or to the person applying therefore.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 11 Publications

(a) The Commissioner may print, or cause to b printed, the
following:

1. Patents, including specifications and drawings, together
with copies of the same. The Patent and Trademark Office may
print the headings of the drawings for patents for the purpose of
photolithography.

2. Certificates of trade-mark registrations, including state-
ments and drawings, together with copies of the same.

3. The Official Gazette of the United States Patent and
Trademark Office

4. Annual indexes of patents and patentees, and of trade-
marks and registrants.

5. Annual volumes of decisions in patent and trade-mark
cases.

6. Pamphlet copies of the patent laws and rules of practice,
taws and rules relating to trade-marks, and circulars or other
publications relating to the business of the Office.

(b) The Commissioner may exchange any of the publica-
tions specified in items 3, 4, 5, and 6 of subsection (a) of this
section for publications desirable for the use of the Patent and
Trademark Office.

(Amended Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 12, Exchange of copies of patents with
foreign countries.

The Commissioner may exchange copies of specifications
and drawings of United States patents for those of foreign
countries,

35 U.S.C. 13. Copies of patents for public libraries.
The Commissioner may supply printed copies of specifica-
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States which shall maintain such copies for the use of the public,
at the rate for each year’ s:ssuewmbhshed fmtmspmmm
secum4l(d)ofﬂlmnﬂa T .

(Amnded Aug.27 1982. Puhhc Law 97-247 /88, 15 96 Sm.
321) ; T S L PR BTN S
35 U.S.C. 14. Annual report to: Congress :

The Commissioner shall report 1o Congress annually the
moneys received and expended, statistics concerning the work
of the Office, and other mfonnauonrelaungtomeOwaeas may
be useful to the Congress or the public.

CHAPTER 2 - PROCEEDINGS IN THE PATENT AND
TRADEMARK OFFICE
Sec.
21 Filing date and day for teking action,
22 Printing of papers filed.
23 Testimony in Patent and Trademark Office cases.
24 Subpoenas, witnesses,
25 Declaration in lieu of oath.
26 Effect of defective execution.

35 U.8.C. 21 Filing date and day for taking action.

(a) The Commissioner ray by rule prescribe that any paper
or fee required to be filed in the Patent and Trademark Office
will be considered filed in the Office on the date on which it was
deposited with the United States Postal Service or would have
been deposited with the United States Postal Service but for
postal service interruptions or emergencies designated by the
Commissicner.

(b When the day, or the last day, for taking any action or
paying any fee in the United States Patent and Trademark Office
falis on Saturday, Sunday, or a federal holiday within the
Districtof Columbia, the action may be taken, or fee paid, on the
next succeeding secular or business day.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
Aug. 27, 1982, Public Law 97-247, sec. 12, 96 Stat. 321.)

35 U.S.C. 22 Printing of papers filed.
The Commissioner may require papers filed in the Patent
and Trademark Office to be printed or typewritten.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35U.8.C. 23 Testimony in Patent and Trademark
Office cases
The Commissioner may establish rules for taking affidavits
and depositions required in cases in the Patent and Trademark
Office. Any officer authorized by law to take depositions to be
used in the courts of the United States, or of the State where he

resides, may take such affidavits and depositions.
(Amended Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.8.C. 24. Subpoenas, witnesgses
The clerk of any United States court for the district wherein

L-§
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party thereto,; measubpoem forany mewsmmmgorbemg

within: suck district, commanding’ hii’ t6' appear ‘and’ testify
before an officér insuch district atithorized to tak depositions
and affidavits; at'the time and place stated in the subpoena. The
provisionsof the Federal Rulesof Civil Procedure telating to the
attendance of witnessés and to thé production of documents and
things' shall apply i contested cases in the Patent and Trade-
mark Office.

‘Every witness subpoenaed and in attendance shall be a]-
lowed the fees and traveling expenses allowed to witnesses
attending the United States district courts.

A judge of a court whose clerk issued a subpoena may
enforce obedience to the process or punish disobedience as in
other like cases, on proof that a witness, served with such
subpoena, neglected or refused to appear or to testify. No
witness shall be deemed guilty of contempt for disobeying such
subpoena unless his fees and traveling expenses in going to,and
returning from, and one day’s attendance at the place of exami-
nation, are paid or tendered him at the time of the service of the
subpoena; nor for refusing to disclose any secret matter except
upon appropriate order of the court which issued the subpoena.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.8.C. 28 Declaration in lieu of oath.

(a) The Commissioner may by rule prescribe that any docu-
ment to be filed in the Patent and Trademark Office and which
isrequired by any law, rule, or other regulation to be under oath
may be subscribed to by a written declaration in such form as the
Commissioner may prescribe, such deciaration to be in lieu of
the oath otherwise required.

(b) Whenever such written declarationis used, thedocument
must wam the declarant that willful false statements and the like
are punishable by fine or imprisonment, or both (18 U.S.C.
1001).

{(Added Mar. 26, 1964, Public Law 88-292, sec. 1, 78 Stat. 171;
amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 26 Effect of defective execution.

Any document to be filed in the Patent and Trademark
Officeand which is required by any law, rule, orotherregulation
to be executed in a specified manner may be provisionally
accepted by the Commissioner despite a defective execution,
provided a properly executed document is submitted within
such time as may be prescribed.

(Added Mar. 26, 1964, Public Law 88-292, sec. 1, 78 Stat. 171;
amended Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

CHAPTER 3 - PRACTICE BEFORE PATENT AND
TRADEMARK OFFICE
Sec.
31 Regulations for agents and aitorneys.
32 Suspension or exclusion from practice.
33 Unauthorized representation as practitioner.
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'35 U.SC. 31.. Regulatlons ror agepts and, attorneys

muon andconduct of agems, atmmeys,ommape:sons repte-
senting applicants or other partics before the Patent and Trade-
mark Office, and may require them, before being recognized as
representatives of applicants or other persons, to show that they
are of good moral character and reputation and are possessed of
the necessary qualifications to render to applicants or other
persons, valuable service, advice, and assistance in the presen-
tation or prosecution of their apphcauons or other business
before the Office. . :

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 32 Suspension or exclusion from practice

The Commissioner may, after notice and opportunity fora
hearing, suspend or exclude, either generally orin any particular
case, from further practice before the Patent and Trademark
Office, any person, agent, or attorney shown to be incompetent
or disreputable, or guilty of gross misconduct, or who does not
comply with the regulations established under section 31 of this
title, or who shall, by word, circular. letter, or advertising, with
intent to defraud in any manner, deceive, mislead, or threaten
any applicant or prospective applicant, or other person having
immediate or prospective business before the Office. The rea-
sons for any such suspension or exclusion shall be duly re-
corded. The United States District Court for the District of
Columbia, under such conditions and upon such proceedings as
it by its rules determines, may review the action of the Commis-
sioner upon the petition of the person so refused recognition or
so suspended or excluded.

(Amended Janu, 2, 1975, Public Law 93-596, sec. 1, 88 Sta1.1949.)

35 U.S8.C. 33 Unpauthorized representation as
practitioner,

Whoever, not being recognized to practice before the Patent
and Trademark Office, holds himself out or permits himself to
be held out as so recognized, or as being quafified 1o prepare or
prosecute applications for patent, shall be fined not more than
$1,000 for each offense.

(Amended Jen. 2, 1975, Public Law 93-596, sec. 1,88 Stat. 1949.)

CHAPTER 4 - PATENT FEES

Sec.
41 Patent fees.
42 Patent and Trademark Office funding.

35 U.8.C. 41 Patent fees.
(a) The Commissioner shall charge the following fees:

1. On filing each application for an original patent, except
in design or plant cases, $300%; in addition, on filing or on
presentation at any other time, $30* for each claim in independ-
ent form which is in excess of three, $10* for each claim
{whcther independent or dependent) which is in excess of

Rev. 7, Dec. 1967

. bwenty,, and $100% fm‘ each application containing a muluple
" dependent claim.For the purpose of computing fees; a'multiple

dependent claim as referred to insection 112 of thi§ title.or any

~ claim depending thercfrom shall be: considered: as:separate

dependent claims in accordance with the number of claims to
which reference is made. Emorsin payment of the additional
fees may be rectified in accordance with regulations of the
Commissioner.

2. For issuing each- ongmal or relssue patem except in
demgn or plant cases, $500%."

3. In design and plant cases: :

a. On filing each design application, $125%.
b. On filing each plant application, $200%.
c. On issuing each design patent, $175%.

d. On issuing each plant patent, $250*.

4. On filing each application for the reissue of a patent,
$300%; in addition, on filing or on presentation atany other iz,
$30* for each claim in independent form which is in excess of
the number of independent claims of the original patent, and
$10* for each claim (whether independent or dependent) which
is in excess of twenty and also in excess of the number of claims
of the original patent. Errors in payment of the additional fees
may be rectified in accordance with regulations of the Commis-
siones.

5. On filing each disclaimer, $50*.

6. On filing an appeal from the examiner to the Board of
Patent Appeals and Interferences, $115%; in addition, on filing
abrief in support of the appeal, $115*, and an oral hearing in the
appeal before the Board of Patent Appeals and Interferences,
$100*,

7. On filing each petition for the revival of an
unintentionally abandoned application for a patent or for the
unintentionally delayed payment of the fee for issuing each
patent, $500*, unless the petition is filed under sections 133 or
151 of this title, in which case the fee shall be $50%,

8. For petitions for one-month extensions of time to take
actions required by the Commissioner in an application:

a. On filing a first petition, $50*,
b. On filing a second petition, $100*.
c. On filing a third or subsequent petition, $200*,
(b) The Commissioner shall charge the following fzcs for
maintaining a patent in force:

1. Three years and six months after grant. $400*,

2. Seven years and six months after grant, $800*.

3. Eleven years and six months after grant, $1,200%,

Unless payment of the applicable maintenance fee is re-
ceived in the Patent and Trademark Office on or before the date
the fee is due or within a grace period of six months thereafier,
the patent will expire as of the end of such grace period. The
Commissioner may require the payment of a surcharge as a
condition of accepting within such six-month grace period the
late payment of the applicable maintenance fee. No fee will be
established for maintaining a design or plant patent in force.

(c)(1) The Commissioner may accept the payment of any
maintenance fee required by subsection (b) of this section after
the six-month grace period if the delay is shown to the satisfac-
tion of the Commissioner to have been unavoidable. The
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Commnssxoner ‘may require the. payment of a' swchnrge ‘asa
condition ofaccepﬂngpaymentot‘my maintenance fee after the
six-month grace period. If the Commissioner accepts payment
of a maintenance fee after the six-month grace period, the patent
shallbeconszdaedasnothavmgexpxwdatmemdofmegmce
penod

(2)Nopatem, tbetmnofwhmh hasbeenmmnmxmdasa
result of theacceptance of a payment of a maintenance fee under
this subsection, shall abridge or affect the right of any personor
his successors in business whomade, purchased crused after the
six-month grace period but prior to the acceptance of a mainte-
nance fee under thie subsection anything protected by the
patent, to continue the use of, or to sell to others to be used or
sold, the specific thing so made, purchased, or used. The court
before which such matter is in question may provide for the
continued manufacture, use or sale of the thing made, pur-
chased, or used as specified, or for the manufacture, use or sale
of which substantial preparation was made after the six-month
grace period but before the acceptance of a maintenance fee
under this subsection, and it may also provide for the continued
practice of any process, practiced, or for the practice of which
substantial preparation was made, after the six-month grace
period but prior to the acceptance of a maintenance fee under
this subsection, to the extent and under such tesms as the court
deems equitable for the protection of investments made or
business commenced after the six-month grace period but
before the acceptance of a maintenance fee under the subsec-
tion,

(d) The Commissioner will establish fees for all other proc-
essing, service, or materials related to patents not specified
above torecover the estimated average cost to the Office of such
processing, service, or materials. The yearly fee for providing a
library specified in section 13 of this title with uncertified
printed copies of the specifications and drawings for all patents
issuad in that year will be $50.

(e) The Commissioner may waive the payment of any fee for
any service or material related to patents in connection with an
occasional or incidental request made by a department or
agency of the Government, or any officer thereof. The Commis-
sioner may provide any applicant issued a notice under section
132 of this title with 2 copy of the specifications and drawings
for all patents referred to in that notice without charge.

(f) The fees established in subsections (a) and (b) of this
section may be adjusted by the Commissioner on October 1,
1985, and every third year thereafter, to reflect any fluctuations
occurring during the previous three years in the Consumer Price
Index, as determined by the Secretary of Labor. Changes of less
than 1 per centum may be ignored,

() No fee established by the Commissioner under this
section will take effect prior to sixty days following notice in the
Federal Register.

(h)(1) Fees charged under subsection (a) or (b) shall be
reduced by 50 percent with respect to their application to any
small business concern as defined under section 3 of the Small
Business Act, and to any independent inventor or nonprofit
organization ag defined in regulations issued by the Commis-
sioner of Patents and Trademarks,
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- (2) Withrespect to its application t0'any entity described in
paragraph (1), any surcharge or fee charged undef subsection (c)
or (d) shall not be higher than the surcharge or fee required of
any-other entlty under the same’ or substannally the similar
cucumstances T L

| (Subsecuon(a)(ﬁ) amendedNov 8; 1984 Pubhc Law98: 622,sec.
204(a), 98 Stat, 3388.) - .
(Suhsecuon (g) amendedDec 12. 1980 Pubhc Law 96-517, sec.
2, 94 Stat. 3017; Aug. 27, 1982 Public Law 97-247 sec. 3, 96 Stat.
317)
(Subsection (h) added Nov. 6, 1986, Public Law 99-607, sec.

l(bXZ) )

# NOTE: UNDER 35 U S C sabsectmn

41(f), THE AMOUNTS OF THE FEES HAVE

. BEEN INCREASED BY RULE; SEE 37 CFR
] 1.16 - 1.21 FOR CURRENT AMOUNTS

35 U.S.C. 42 Patent and Trademark Office funding.

(a) All fees for services performed by or materials furnished
by the Patent and Trademark Office will be payable to the
Commissioner.

(b) All fees paid to the Commissioner and all appropriations
for defraying the costs of the activities of the Patent and
Trademark Office will be credited to the Patent and Trademark
Office Appropriation Account in the Treasury of the United
Statzs, the provisions of section 725¢ of title 31, United States
Code, notwithstanding.

{c) Revenues from fees will be available to the Commis-
sioner of Patents to carry out, to the extent provided for in appro-
priation Acts, the activities of the Patent and Trademark Office.
Fees available to the Commissioner under section 31 of the
Trademark Actof 1946, as amended (15 U.S.C. 1113), shall be
used exclusively for the processing of trademark registrations
and for other services and materials relating to trademarks.

(d) The Commissionei :.;ay refund any fee paid by mistake
or any amount paid in excess of that required.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 4, 89 Stat. 690;
Dec. 12, 1980, Public Law 96-517, sec. 3,94 Stat. 3018; Aug. 27, 1982,
Public Law 97-247, sec. 3(g), 96 Stat. 319.)

PART II - PATENTABILITY OF INVENTIONS
AND GRANT OF PATENTS

CHAPTER 10 - PATENTABILITY OF INVENTIONS
Sec.
1060 Definitions.
101 Inventions patentable,
102 Conditions for patentability; novelty and loss of right to patent.
103 Conditions for patentability; non-obvious subject matter,
104. Invention made abroad.
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35 U.S.C 100 Defmltions

Whenusedm tlusnﬂﬁunlwsmecmltextothermsemdwaws _

-.'-

(a) 'Ihe term ventlon means mvenmn or dxscovely.
(b) The term process" means process, art ormethod, and
inclades a new use of a known process machme manufacture
composition of mattér; or material. - g

(c) 'I‘he terms “Umted States and “thls country mean the

- (@) The word ‘patentee” includes not only the patentee 1o
whom the patent was issued but also the successors intitle to the
pstentee,. ' i B EEE

35 U.S.C. 101 Inventions patentable.

Whoever inveats or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new.
and useful improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of this title.

35 U.8.C. 102 Conditions for patentability; novelty
and loss of right to patent.

A person shall be entitled to a patent unless —

(a) the invention was known or used by others in this
country, or patented or described in a printed publication in this
or a foreign country, before the invention thereof by the appli-
cant for patent, or

(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or on sale
in this country, more than one year prior (o the date of the
application for patent in the United States, or

(c) he has abandoned the invention, or

(dythe invention was first patented or caused to be patented,
or was the subject of an inventor’s certificate, by the applicant
or his legal representatives or assigns in a foreign country prior
to the date of the application for patent in this country on an
application for patent or inventor’s certificate filed more than
twelve months before the filing of the application in the United
States, or

(e) the invention was described in a patent granted on an
application for patent by another filed in the United States
before the invention thereof by the applicant for patent, oronan
international application by another who has fulfilled the re-
quirements of paragraphs (1), (2), and (4) of section 371(c) of
this title before the invention thereof by applicant for patent, or

(f) he did not himself invent the subject matter sought to be
patented, or

(g) before the applicant’s invention thereof the invention
was made in this country by another who had not abandonad,
suppressed, or concealed it. In determining priority of invention
there shall be considered not only the respective dates of
conception and reduction to practice of the invention, but also
the reasonable diligence of one who was first to conceive and
fast to reduce to practice, from a time prior to conception by the
other.

(Amended July 28, 1972, Public Law 92-358, sec. 2, 86 Stat. 501;
Nov, 14, 1975, Public Law 94-131, sec. 3, 89 Stat. 691.)
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' onditions ‘for patentabllity, B

Acpateng may not be obtained: mought the invention-isnot
identically disclosed o described as set forth in section:102 of
thistitle; if the differences between the subjéct matter sought to
be patented and the prior art are such that the subject maiter as
a whole would have been obvious at the time the invention was
made to a person having ordinary skill in the art to-which'said
subject matter pértains. Patentability shall not: be neganved by
the manner in which the invention was made. -

- Subject matter developed by anothér. person, whlch quah-
ﬂesaspnoranonlyundersubsecuon () or (g) of section 102 of
this title, shall not preclude patentability under this section
wher= the subject matter and the claimed invention were, at the
time the invention was made, owned by the same person or
subject to an obligation of assignment to the same person.

(Second paragraph added Nov. 8, 1984, Public Law 98-622, sec.
103, 98 Stat. 3384.)

35 U.S.C. 104 Invention made abroad.

In proceedings in the Patent and Trademark Officeand in the
courts, an applicant for a patent, or a patentee, may not establish
a date of invention by reference to knowledge or use thereof, or
other activity with respect thereto, in a foreign country, except
as provided in sections 119 and 365 of this title, Where an
invention was made by person, civil or military, while domi-
ciled in the United States and serving in a foreign country in
connection with operations by oron behalf of the United States,
he shall be entitled to the same rights of priority with respect to
such invention as if the same had been made in the United States.

(Amended Jan 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
Nov. 14, 1975, Public Law 94-131, sec. 6, 89 Stat. 691.)

CHAPTER 11 - APPLICATION FOR PATENT

Sec.
111 Application for patent.

12 Specification.
113 Drawings.
114 Models, specimens.
115 Oath of applicant.
115 Inventors.
117 Death or incapacity of inventor.
118 Filing by other than inventor.
119 Benefit of earlier filing date in foreign country; right to priority.
120 Benefit of earlier filing date in the United States,
121 Divisional applications.
122 Confidential status of applications.

35 ¢1.8.C. 111 Application for patent.

Application for patent shall be made, or authorized to be
made, by the inventor, except as otherwise provided in this title,
in writing to the Commissioner. Such application shall include
(1) a specification as prescribed by section 112 of this title; (2)
a drawing as prescribed by section 113 of this title; and (3) an
oath by the applicant as prescribed by section 115 of this title.
The application must be accompanied by the fee required by
law. The fee and oath may be submitted after the specification
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i drawingms‘mmm'mmm
undersmh condmons xncludmg ﬂlc pnymemof a sm:hafge.

shall be regard,ed as abandoned unless it is shown 0 the
sansfacumofmcCommlssmwdmme@aymsubnumng the
fee and oath was unavoidable. The filing date of an application
shallbeﬂledaxeonwhxchﬂwspecﬁmandmy required
drawing are received in the Patent and Trademark Office..

(AumndedAug 27 1982 Pubthaw97-247 Sec. S 96Stat.319)

35 U.S.C. 112 Specification. ’

The specification shall contain a written description of the
invention, and of the manner and process of making and using
it, in such full, clear, concise, and exact terms as to enable any
person skilled in the art to which it pertains, or with which it is
most nearly connected, to make and use the same, and shall set
forth the bestmode contemplated by the inventor of carrying out
his invention,

The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject
matter which the applicant regards as his invention.

Aclaimmay be writtenin independent or, if the nature of the
case admits, in dependent or multiple dependent form.

Subject to the following paragraph, a claim in Jependent
form shall contain areference to a claim previously set forthand
then specify a further limitation of the subject matter claimed.
A claim in dependent form shall be construed to incorporate by
reference all the limitations of the claim to which it refers.

A claim in multiple dependent form shall contain a refer-
ence, in the alternative only, tr more than one claim previously
set forth and then specify a further limitation of the subject
matter claimed. A multiple dependent claim shall not serveasa
basis for any other multipic dependent claim. A multiple de-
pendent claim shall be construed to incorporate by reference all
the limitations of the particular claim in relation to which it is
being considered.

An element in 2 claim for a combination may be expressed
as a means or step for performing a specified function without
the recital of structure, material, or acts in support thereof, and
such claim shall be construed to cover the corresponding struc-
ture, material, or acts described in the specification and equiva-
lents thereof.

(Amended July 24, 1965, Public Law 89-83, sec. 9, 79 Stat. 261;
Nov. 14, 1975, Public Law 94-131, zec. 7, 89 Stat. 691.)

35 U.S.C. 113 Drawings.

The applicant shall furnish a drawing where necessary for
the understanding of the subject matter to be patented. When the
nature of such subject matter admits of illustration by adrawing
and the applicant has not furnished such adrawing, the Commis-
sioner may require its submission within a time period of not
less than two months from the sending of a notice thereof.
Drawings submitted after the filing date of the application may
not be used (i) to overcome any insufficiency of the specifica-
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non due to Iack: ofan enabling: disclosure ot otherwise inade:
- quate disclosure: therein, or:(ii): t0 :supplement: the  original

116

disclosure: ﬁlcreof for thc purpose of mterpmtanon of the scope
of any claim. ;- P ¥ :

(AmendedNov 14 1975 Pubthaw94 131 sec. 8 898tat 691)

35 U S C 114 Models, speclmels. fone

The Commissioner may require the applicant to fumxsh a
model of convenient size to thlblt advantagewsly the several
parts of his invention.

- When the invention relates to a composmon of mauer, the
Commissiones may require the applicant to furnish specimens
w ingredients for the purpose of inspection or experiment.

35 U.S.C. 115 Oath of applicant.

The appli ;ant shall make oath that he believes himself to be
the original and first inventor of the process, machine, manufac-
wre, or composition of matter, or improvement thereof, for
which he solicits a patent; and shall state of what country he is
acitizen. Such oath may be made before any person within the
United States authorized by law to administer caths, or, when
made in a foreign country, before any diplomatic or consular
officer of the United States authorized to administer oaths, or
before any officer having an official seal and authorized to
administer oaths in the foreign country in which the applicant
may be, whose authority shall be proved by certificate of a
diplomatic or consular officer of the United States, or apostille
of an official desiguated by a foreign country which, by treaty
or convention, accords like effect to apostilles of designated
officials in the United States. Such oath is valid if it complies
with the laws of the state or country where made. When the
application is made as provided in the title by a person other than
the inventor, the oath may be so varied in form that it can be
made by him.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 14(a), 96 Stat.
321)

35 U.S.C. 116 Inventers.

When an invention is made by two or more persons jointly,
they shall apply for patent jointly and each make the required
oath, except as otherwise provided in this title. Inventors may
apply for a patent jointly even though (1) they did not physically
work together or at the same time, (2) each did not make the
same type or amount of contribution, or (3) each did not make
a contribution to the subject matter of every claim of the patent.

If a joint inventor refuses to join in an application for patent
or cannot be found or reached after diligent effort, the applica-
tion may be made by the othe: inventor on behalf of himselfand
the omitied inventor. The Commissioner, on proof of the perti-
nent facts and after such notice to the omitted inventor as he
prescribes, may grant a patent to the inventor making the
appiication, subject to the same rights which the omitted inven-
tor would have had if he had been joined. The omitted inventor
may subsequently join in the application,

Whenever through error a person is named in an application
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117 ’
for patent as the inventor; e through an error an inveasor is niot

named in:an application,’ andsuchenmamsewmmutmy'

deceptive intention on: his part; the Commissioner: iy pemxt
the application to be amended accordingly, under sach terms as

he pxescnbes

(Amended Aug 27 1982, Pubhc Law 97-247 sec. 6(:) 96 Stat.
320; Nov. 8, 1984 Pubhc Law 98-622, Bec: 104(a). 08 Stas. 3384)

35 U. S C. 117 Death or mcapacity of mventor. :

Legal representatives of deceased inventors and of those
pnder legal incapacity may make application for patent upon
compliance with the reguirements and on the same terms and
conditions applicable o the inventor.

35 U.S.C. 118 Filing by other than inventor.

Whenever an inventor refuses to execute an application for
patent, or cannot be found or reached after diligent effort, a
person to whom the inventor has assigned or agreed in writing
o assign the invention or who otherwise shows sufficient
proprietary interest in the matter justifying such action, may
make application for patent on behalf of and as agent for the
inventor on proof of the pertinent facts and a showing that such
action is necessary to preserve the rights of the partics or 0
prevent irreparable damage; and the Commissioner may granta
patent to such inventor upon such notice to him as the Commis-
sioner deems sufficient, and on compliance with such regula-
tions as he prescribes.

35U.8.C. 119 Benefitof earlier filing date in foreign
country; right of priority.

An application for patent for an invention filed in this
country by any person who has, or whose legal representatives
or assigns have, previously regularly filed an application for a
patent for the same invention in a foreign country which affords
sirnilar privileges in the case of applications filed in the United
States or to citizens of the United States, shall have the same
effect as the same application would have if filed in this country
on the date on which the application for patent for the same
invention was first filed in such foreign country, if the applica-
tion in this country is filed within twelve months from the
earliest date on which such foreign application was filed; butno
patent shall be granted on any application for patent for an
invention which had been patented or described in a printed
publication in any country more than one year before the date of
the actual filing of the application in this country, or which had
been in public use or on sale in this country more than one year
prior to such filing.

No application for patent shail be entitled to this right of
priority unless a claim therefor and a certified copy of the
original foreign application, specification and drawings upon
which it is based are filed in the Patent and Trademark Office
before the patent is granted, or at such time during the pendency
of the application as required by the Commissioner not earlier
than six rnonths after the filing of the application in this country.
Such certification shall be made by the patent office of the
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foreign comuym ‘which filéd and show the dane of the apphca-

tion arid of the fling of the specxﬁca;xon afid other papers . The

Commxssmnermaquuh‘e atranslation of the papers filedifnot
in the Enghsh lmguage and such other mformauon as he deems

necessary

* In like masnner and- subject to’ the same condmons and re-

quuemems menghtprovndedm thissection may be based upon
a subsequent regularly filed' application in'the ‘same foreign
country instead of the first filed foreign application, provided
that any foreign application filed prior to such subsequent
application has been withdrawn, abandoned, or otherwise dis-
posed of, without having been laid open to public inspection and
without leaving any nghts outstanding, and has not served, nor
thereafter shall serve, as a basis for claiming a right of priority.

Applications for inventors’ certificates filed in a foreign
country in which applicants have a right to apply, at their
discretion, either for a patent or foran inventor’s certificate shall
be treated in this country in the same manner and have the same
effect for purpose of the right of priority under this section as
applications for patents, subject to the same conditions and
requirements of this section as 2y:ply to applications for patents,
provided such applicants are entitled to the benefits of the
Stockholm Revision of the Paris Convention at the time of such
filing.

(Amended Oct. 3, 1961, Public Law 87-333, sec. 1, 75 Stat. 748;
July 28, 1972, Public Law 92-358, sec. 1, 86 Stat. 502; Jan. 2, 1975,
Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 120 Benefit of earlier filing date in the
United States.

An application for patent for an inventio”. disclosed in the
manner provided by the first paragraph of section 112 of this
title in an application previously filed in the United States, or as
provided by section 363 of thistitle, whichis filed by an inventor
orinventors namedin the previously filed application shall have
the same effect, as to such invention, as though filed on the date
of the prior application, if filed before the patenting or abandon-
ment of or termination of proceedings on the first application or
on an application similarly entitled to the benefit of the filing
date of the first application and if it contains or is amended to
contain a specific reference to the earlier filed application.

{Amended Nov. 14, 1075, Public Law 94-131, sec. 9, 89 Stat. 691;
Nov, 8, 1984, Public Law 98-622, scc. 104(b), 98 Stat, 3385.)

35 U.8.C. 121 Divisional applications.

If two or more independent and distinct inventions are
claimed in one application, the Commissioner may require the
application to be restricted to one of the inventions. If the other
invention is made the subject of a divisional application which
complies with therequirements of section 120 of thistitle it shall
be entitied to the benefit of the filing date of the original
application. A patent issuing on an application with respect to
which a requirement for restriction under this scction has been
made, oron anapplication filed as aresult of such a requirement,
shall not be used as a reference either in the Patent and Trade-
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against the original application orany patent issued oneither of
them, lfmedmsmmmmxsﬁledbefmeﬂlelssxmof
thcpatenton the other application: If adivisional application is
directed solely:to-subject matter described-and claimed in' the
original application as filed, the Commissioner may: dispense
with signing and execution by the inventor. The validity of a
patent shall not be questioned for failure of the Commissioner
to require the application o be restricied to one invention.

(Amended Jan. 2, 1975, Public Law93-596 sec. 1, 88 Stat. 1949.)

35 U.S8.C. 122 Conﬁdentlal status of apphcatmns.

Applications for patents shall be kept in confidence by the
Patentand Trademark Office and no information concerning the
same given without authority of the applicant or owner unless
necessary to carry out the provisions of any Act of Congress or
in such special circumstances as may be determined by the
Commissioner.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

CHAPTER 12 - EXAMINATION OF APPLICATION
Sec.
131 Examination of application.
132 Notice of rejection; reexamination.
133 Time for prosecuting application.
134 Appeal to the Board of Patent Appeals and Interferences.

135 Interferences.

35 U.S.C. 131 Examination of application.

The Commissioner shall cause an examination to be made of
the application and the alleged new invention; and if on such
examination it appears that the applicant is entitled to a patent
under the law, the Commissioner shall issue a patent therefor.

35 U.S.C. 132 Notice of rejection; reexamination.

Whenever, on examination, any claim for a patent is re-
jected, or any objection or requirement made, the Commis-
sioner shall notify the applicant thereof, stating the reasons for
such rejection, or objection or requirement, together with such
information and references as may be useful in judging of the
propriety of continuing the prosecution of his application; and
if after receiving such notice, the applicant persists in his claim
for a patent, with or without amendment, the application shall be
reexamined. No amendment shall introduce new matter into the
disclosure of the invention.

35 U.8.C. 133 Time for prosecuting application.
Upon failure of the applicant to prosecute the application
within six months after any action therein, of which notice has
been given or mailed to the applicant, or within such shorter
time, not fess than thirty days, as fixed by the Commissioner in
such action, the application shall be regarded as abandoned by
the parties thereto, unless it be shown to the satisfaction of the
Commissioner that such delay was unavoidable,
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135
35‘3~U'S‘?C 134‘ 'Appeal to’ the Board'of Patent Ap" eals=

: apphcam fora: ‘patent, any - of whose clainis has been
twice rejected, inay appeal from' the decision of the primary
examiner to the Board of Patent Appcals and Interferences
havmg once pmd lhe fee for such appeal . :

(Amended Nov 8 1984 Pubhc Law 98—622. sec. 204(0). 98 Swt
3388. ) : R

35 U. S C. 135 Interferences.

- {a) Wheaever an application is made for a patent which, in
the opinion of the Commissioner, would interfere with any
pending application, or with any unexpired patent, an interfer-
ence may be declared and the Commissioner shall give notice of
such declaration to the applicants, or applicant and paientee, as
the case may be. The Board of Patent Appeals and Interferences
shall determine questons of priority of the inventions and may
determine questions of patentability. Any final decision, if
adverse to the claim of an applicant, shall constitute the final
refusal by the Patent and Trademark Office of the claims
involved, and the Commissioner may issue a patent (o the
applicant who is adjudged the prior inventor. A final judgment
adverse to a patentee from which no appeal or other review has
been or can be taken or had shall constitute cancellation of the
claims invoived in the patent, and notice of such cancellation
shali be endorsed on copies of the patent distributed after such
cancellaticn by the Patent and Trademark Office.

(b) A claim which is the same as, or for the same or substan-
tially the same subject matter as, a claim of an issued patent may
not be made in any application unless such a claim is made prior
to one year from the date on which the patent was granted.

(c) Any agreement or undersianding between parties to an
interference, including any collateral agreements referred to
therein, made in connection with or in contemplation of the
termination of the interference, shall be in writing and a true
copy thereof filed in the Patent and Trademark Office before the
termination of the interference as between the said parties to the
agreement or undersianding. If any party filing the same so
requests, the copy shall be kept separate from the file of the
interference, and made available only to Government agencies
on written request, or to any person on a showing of good cause.
Failwre to t'le the copy of such agreementorunderstanding shall
rendzr permasently unenforceable such agreement or under-
standing and any patent of such parties involved in the interfer-
ence or any patent subsequently issued on any application of
such parties so involved. The Commissioner may, however, on
a showing of good cause for failure to file within the time
prescribed, permit the filing of the agreement or understanding
during the six month period subsequent to the termination of the
interference as between the parties to the agreement or under-
standing.

The Commissioner shall give notice to the parties or their
attorneys of record, a reasonable time prior to said termination,
of the filing requirement of this section. If the Commissioner
gives such notice at a later time, irrespective of the right to file
such agreement or understanding within the six-month period
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- Any discretionary action of the Commissioner- under: this
: subsecuonshanbexevmwabb undu:secuon 10 of tha Admm-
istrative Procedure Act- . o7 o L

(d) Parties to a patent.: mterfeteme, wx m ume as may

be specified by the Commissioner by regulation, may determine _

such contest or any aspect thereof by arbitration. Such arbitra-
tion shall be governed by the provisions of title 9 to the extent
such title is not inconsistent with this section. The parties shall
give notice of any arbitration award to the Commissioner, and
such award shall, as between the parties to the arbitration, be
dispositive of the issues to which it relates. The arbitration
award shall be uncnforceable until such notice is given. Nothing
in this subsection shall preclude the Commissioner from deter-
mining patentability of the invention involved in the interfer-
ence.

(Subsection (a) amended Nov. 8, 1984, Public Law 98-622, sec.

202, 98 Stas. 3386.)
(Subsection (¢} amended Oct. 15, 1962, Public Lew 87-831, 76

Stat, 958; Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)
(Subsection (d) added Nov. 8, 1984, Public Law 98-622, sec. 105,
98 Stat. 3385.)

CHAPTER 13 - REVIEW OF PATENT AND TRADE-
MARK OFFICE DECISION
Sec.
141 Appeal i Court of Appeals for the Federal Circuit.
142 Notice of appeal.
143 Proceedings on appeal.
144 Decision on appeal.
145 Civil action to obtein patent.
146 Civil action in case of interference

35 U.S.C. 141 Appeal to Court of Appeals for the
Federal Circuit.

Anapplicant dissatisficd with the decisioninanappealtothe
Board of Patent Appeals and Interferences under section 134 of
this title may appeal the decision to the United States Court of
Appeals for the Federal Circuit. By filing such an appeal the
applicant waives his or herright to proceed under section 145 of
this title. A party to an interference dissatisfied with the decision
of the Board of Patent Appealsand Interferenceson the interfer-
ence may appeal the decision to the United States Court of
Appeals for the Federal Circuit, but such appeal shall be dis-
missed if any adverse party to such interference, within twenty
days after the appeliant has filed notice of appeal in accordance
with section 142 of this title, files notice with the Commissioner
that the party elects to have all further proceedings conducted as
provided in section 146 of this title, If the appellant does not,
within thirty days after filing of such notice by the adverse party,
file a civil action under section 146, the decision appealed from
shall govern the further proceedings in the case.

(Amended Nov. 8, 1984, Public Law 98-622, sec, 203(a), 98 Stat.
3387
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(AmendedNov 8 1984 Pubhc Law 98 620 sec. 414(1), 98 Sm
3363. )

35§ U.S.C 143 Proceedmgs on appeal

- With respect to 2. appeal described in section 142 of this
title, the Commissioner shall transmit to the United States Court
of Appeals for the Federal Circuit a certified list of the docu-
ments comprising the record. in the Patent and Trademark
Office. The cour: may request that the Commissioner forward
the original or certified copies of such documents during the
pendency of the appeal. In an ex parte case, the Commissioner
shall submit to the court in writing the grounds for the decision
of the Patent and Trademark Office, addressing all the issues
involved in the appeal. The courtshall, before hearing an appeal,
give notice of the time and place of the hearing to the Commis-
sioner and the parties in the appeal.

(Amended Nov. 8, 1984, Public Law 98-620, sec. 414(a), 98 Stat.
3363.)

35 U.S.C. 144 Decision on appeal.

The United States Court of Appeals for the Federal Circuit
shall review the decision from which an appeal is taken on the
record before the Patent and Trademark Office. Upon its deter-
mination the court shall issve its mandate and opinion, which
shall be entered of record in the Patent and Trademark Office
and shall govern the further proceedings in the case.

{Amended Nov. 8, 1984, Public Law 98-620, sec. 414(a), 98 Stat.
3363.)

38 U.S.C. 145 Civil action to obtain patent.

An applicant dissatisfied with the decision of the Board of
Patent Appeals and Interferences in an appeal under section 134
of this title may, vnless appeal has been taken to the United
States Court of Appeals for the Federal Circuit, have remedy by
civil action against the Commissioner in the United States
District Court for the District of Columbia if commenced within
such time after such decision, not less than sixty days, as the
Commissioner appoints. The court may adjudge that such
applicant is entitled to receive a patent for his invention, as
specified in any of his claims involved in the decision of the
Board of Patent Appeals and Interferences, as the facts in the
case may appear and such adjudication shall authorize the
Commissioner to issue such patent on compliance with the
requirements of law. All the expenses of the proceedings shall
be paid by the applicant.

(Amended Nov. 8, 1984, Public Law 98-620, sec. 203(b}, 98 Stat.
3387.)
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35 U.S.C. 146 Civil'action:in'case of hiterference:.

Anypmywmmwfetencedmausﬁedwuhﬂwdecnswnof .

such decision, not less than sixty:days; as the Commissioner
appoints or as provided in sectioni 141 of this title, unless he has
appealed to the United States Court of Appeals for-the Federal
Circuit, and such appez1is pending or has been decided. Insuch
suits the record in: the Patent and Trademark Office shall be
admitted on motion of ¢ither party upon the terms and condi-
tions as to costs, expenses, and the further cross-examination of
the witnesses as the courtimposes, without prejudice to the right
of the parties to take further testimony. The testimony and
exhibits of the record in the Patent and Trademark Office when
admitted shall have the same effect as if originally taken and
produced in the suit.

Such suit may be instituted against the party in interest as
shown by the records of the Patent and Trademark Office at the
time of the decision complained of, butany party ininterest may
become a party to the action. If there be adverse parties residing
in a plurality of districts not embraced within the same state, or
an adverse party residing in a foreign counary, the United States
District Court for the District of Columbia shall have jurisdic-
tion and may issue summonsagainst the adverse partiesdirected
to the marshal of any district in which uny adverse party resides.
Summons against adverse parties residing in foreign countries
may be served by pablication or otherwise as the court directs.
The Commissioner shall not be anecessary party buthe shall be
notified of the filing of the suit by the clerk of the courtin which
it is filed and shall have the right to intervene. Judgment of the
court in favor of the right of an applicant to a patent shall
authorize the Commissioner 10 issue such patent on the filing in
the Patent and Trademark Office of a certified copy of the
judgment and on compliance with the requirements of law.

{Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
Agpr. 2, 1982, Public Law 97-164, sec. 163, 96 Stat. 49; Nov. 8, 1984,
Public Law 98-622, sec. 203(c), 98 Stat. 3387.)

CHAPTER 14 - ISSUE OF PATENT
Sec.
151 Issue of patent.
152 Issue of patent to assignee.
153 How issued,
154 Contents end term of patent.
155 Patent term extension.
1554 Patent term restoration,
156 Esxtension of patent term,
157 Statutory invention registration.

35 U.8.C. 151 Issue of patent.

If it appears that applicant is entitled to a patent under the
faw, a written notice of allowance of the application shall be
given or mailed to the applicant. The notice shall specify a sum,
constituting the issue fee or a portion thereof, which shall be
paid within three months thereafter.

Upon payment of this sum the patent shall issue, but if
payment is not timely made, the application shall be regarded as
abandoned.
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Any mmammg balanee of the issue fee shall be pmd ‘within
ttuee ‘months - from the: sendmg of a'notice thereof, and, if not
pmmepawnt shall lapseatmetermmauon of this three-month
period. In calculaung the ‘amount of &' remalmng balance,
chatges for a page or less may be’ dlsregarded

1f any’ payment required by this séction- 1§ ot timely made
btmg submiitted witli the feée for delayed payment and the delay
in payment is shown' to ‘have been unavondable, it may be
accepted by the Commissioner as though no abandonmem or
lapee had ever occurred o

(Amended July 24. 1965, Public Law 89-83, secs.4 and 6, 79 Stat.
250; Jan. 2, 1975, Public Lsw 93-601, sec. 3, 88 Stat. 1956.)

35 U.8.C. 152 Issue of patent to assignee.

Patents may be granted to the assignee of the inventor of
record in the Patent and Trademark Office, upon the application
made and the specification sworn 1o by the inventor, except as
otherwise provided in this title.

(Amended Jan. 2, 1975, Public Lav~93-596, sec. 1, £8 Stat. 1949.)

35 U.8.C. 153 How jssued.

Patents shall be issued in the name of the United States of
America, under the zeal of the Patent and Trademérk Office, and
shall be signed by the Commissioner or have his signature
placed thereon and attested by an officer of the Patent and
Trademark Office designated by the Commissioner, and shall
be recorded in the Patent and Trademark Office,

(Amended Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.8.C. 154 Contents and term of patent.

Every patent shall contain a short title of the invention and
a grant to the patentee, his heirs or assigns, for the term of
seventeen years, subject to the payment of fees as provided for
in this title, of the right to exclude others from making, using, or
selling the invention throughout the United States, referring to
the specification for the particulars thereof. A copy of the
specification and drawings shall be annexed to the patent and be
a part thereof.

(Amended July 24, 1965,, Public Law £9-83, sec, 5, 79 Stat. 261;
Dec. 12, 1980, Public Law 96-517, sec. 4, 94 Stat. 3018.)

35 U.8.C. 155 Patent term extension,
Notwithstanding the provisions of section 154, the term of
a patent which encompasses within its scope a composition of
matter or a process for using such composition shall be extended
if such composition or process has been subjected to a regula-
tory review by the Federal Food and Drug Administration
pursuant te the Federal Food, Drug and Cosmeltic Act leading to
the publication of regulation permitting the interstate distribu-
tion and sale of such composition or process and for which there
has thereafter been a stay of regulation of approval imposed
pursuant to section 409 of the Federal Food, Drug and Cosmetic
Act, which stay was in effect on January 1, 1981, by a length of
time to be measured from the date such stay of regulation of
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appmval was; imposed until such proceedings are: ﬁnally re-
solvedandcommercxalmarkeﬂng sermitted. The patentee,; his

heirs, succemsorassxgnsshaﬂnoﬁﬁrmmnmwsmnaof ;

PatemsandTrademarks within 90 days of the date of enactmeant
of this section or.the date the stay.of regulation of approval hss
been removed, whichever is later, of the number of the patent to
be extended and the date the stay was imposed and the date
commercial marketing was permitied. Onreceiptof s suchnotice,
the Commissioner shall promptly issue to the owner of record of
the patent a certificate of extension, under seal, stating the fact
and length of the extension and identifying the composition of
matter or process for using such composition to which such
extension is applicable. Such certificate shall be recorded in the
official file of each patent extended and such certificate shall be
considered as a part of the original patent, and an appropriate
notice shall be published in the Official Gazette of the Patent and
Trademark Office.

(Amended Jan. 4, 1983, Public Law 97-414, 96 Stat, 2065.)

35 U.S.C. 1554 Patent term restoration.

(a) Notwithstanding section 154 of this title, the term of each
of the following patents shall be exiended in accordance with
this section:

(1) Any patent which encompasses within its scope a com-
position of matter which is a new drug product, if during the
regulatory review of the product by the Federal Food and Drug
Administration -

(A)theFederal Food and Drug Administration notified the
patentee, by letter dated February 20, 1976, that such product’s
new drug application was not approvable under section
505(b)(1) of the Federal Food, Drug and Cosmetic Act;

(B) in 1977 the patentee submitted to the Federal Food and
Drug Administration the results of a health effects test to
evalvate the carcinogenic potential of such product;

(C) the Federal Food and Drug Administration approved,
by letter dated December 18, 1979, the new drug application for
such application; and

(D) the Federal Food and Drug Administration approved,
by letter dated May 26, 1981, a supplementary application cov-
ering the facility for the production of such product.

(2) Any patent which encompasses within its scope a
process for using the composition described in paragraph(1).

(b) The term of any patent described in subsection (a) shall
beextended for a period equal to the period beginning February
20, 1976, and ending May 26, 1981, and such patent shall have
the effect as if originally issued with such extended term.

(¢ The patentee of any patent described in subsection (a) of
this section shall, within ninety days after the date of enactment
of this section, notify the Commissioner of Patents and Trade-
marks of the number of any patent so extended. On receipt of
such notice, the Commissioner shall confirm such extension by
placing a notice thereof in the official file of such patent and
publishing an appropriate notice of such extension in the Offi-
cial Gazette of the Patent and Trademark Office.

(Added Oct. 13, 1983, Public Law 98-127, sec. 4(a), 97 Stat. 832.)
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35 U.S.C. 156 :Extension:of patent term: . 1.7 ¥

(a}"‘hcwnnofapawnt which: claxmsapmdmt,ameﬂwd of
usmgapmduct,m‘ameﬂnodof manifacturing aproduict shallbe
extended: in: accordance with : this: secuon from the ongmal
exparanon date of the patentif <. .0 .

1) the term.of mepatemhasnotexpzredbefmanapphca-
tu)n is submitted under subsection (d) for its extension;:. -

<., {2) the term of the patent has never been extended;

(3) an application for extension is submitted by the owner
of record of the patent of its-agent and in accordance with the
requirements of subsection (d); .

(4) the product has been sub_]ect to-a regulatory review
penod before its commercial marketing or use;

(5){A) except as provided in subparagraph (B), the penms
sion for the commercial marketing or use of the product after
such regulatory review pericd is the first permitied commercial
marketing or use of the product under the provision of law under
which such regulatory review period occurred; or

(B) in the case of a patent which claims a method of manu-
facturing the product which primarily uses recombinant DNA
technology in the manufacture of the product, the permission for
the commercial marketing or use of the product after such
regulatory period is the first permitted commescial marketing or
use of a product manufactured under the process claimed in the
patent.

The product referred to in paragraphs (4) and (5) is hereinaf-
ter in this section referred to as the “approved product”.

(b) The rights derived from any patent the term of which is
extended under this section shall during the period during which
the patent is extended --

(1) inthecase of apatent which claims a product, be limited
to any use approved for the approved product before the expi-
ration of the term of the patent under the provision of law under
which the applicable regulatory review occurred;

(2) in the case of a patent which claims a method of using
a product, be limited to any use claimed by the patent and
approved for the approved product before the expiration of the
term of the patent under the provision of law under which the
applicable regulatory review occurred; and

(3) in the case of a patent which claims a method of manu-
facturing a product, be limited to the method of manufacturing
as used to make the approved product.

(c) The term of a patent eligible for extension under subsec-
tion (a) shall be extended by the time equal to the regulatory
review period for the approved product which period occurs
after the date the patent is issued, except that-

(1) each period of the regulatory review period shall be
reduced by any period determined under subsection (d)(2)(B)
during which the applicant for the patent extension did not act
with due diligence during such period of the regulatory review
period;

(2) afier any reduction required by paragraph (1), the period
of extension shall include only one-half of the time remaining in
the periods described in paragraphs (1)(B)(i), (2)(B)(i), and
(3)X(B)(i) of subsection (g);

(3) if the period remaining in the term of a patent after the
date of the approval of the approved product under the provision
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.of law under -which such regulatory review occurred: wma ~later than ninety days after the recéipt of such a petition. The

) rewewpanodastewsed under para-
graghs(l)and(Z) exceedsfommyws,mepenodof
extension shall be reduced so that the total ofMthsuchpeno&
does not exceed fourteen years, and - -

(4) in no event shall more than mepatembe extended far
the sanwmgnlawrymvwwpexwdfomny product. .

{@)(1) To obtain an exiension of the termn of 2 patent undet
this section, the owner of record of the patent or its agent shall
submit an application to the Commissioner. Such anapplication
may only be submitted within the sixty-day period beginning on
the date the product received permission under the provision of
law under which the applicable reguiatory review period oc-
curred for commercial marketing or use, The application shall
contain -

(A) the identity of the approved product and the Federal
statute under which regulatory review occurred;

(B) the identity of the patent for which an extension is
being sought and the identity of each claim of such patent wiich
claims the approved product or a method of using or manufac-
turing the approved product;

(C) information to enable the Commissioner to determine
under subsections (a) and (b) the eligibility of a patent for
extension and the rights that will be derived from the extension
and information to enable the Commissioner and the Secretary
of Health and Human Services to determine the period of the
extension under subsection (g);

(D) a brief description of the activities undertaken by the
applicant during the applicable regulatory review period with
respect to the approved product and the significant dates appli-
cable 1o such activities; and

(E) such patent or other information as the Commissioner
may require.

(2)(A) Within sixty days of the submittal of an application
for extension of the term of a patent under paragraph (1), the
Commissioner shall notify the Secretary of Health and Human
Services if the patent claims any human drug product,a medical
device, or a food additive or color additive or a method of using
or manufacturing such a product, device, or additive and if the
product, device, and additive are subject to the Federal Food,
Drug and Cosmetic Act, of the extension application and shall
submit to the Secretary a copy of the application. Not later than
thirty days after the receipt of an application from the Commis-
sioner, the Secretary shall review the dates contained in the
application pursuant to paragraph (1)C) and determine the
applicable regulatory review period, shall notify the Commis-
sioner of the determination, and shall publish in the Federal
Register a notice of such determination.

(B)(i) If a petition is submitted to the Secretary under sub-
paragraph (A}, not later than one hundred and eighty days after
the publication of the determination under subparagraph (A),
upon which it may reasonably be determined that the applicant
did not act with due diligence during the applicable regulatory
review period, the Secretary shall, in accordance with regula-
tions promulgated by the Secretary determine if the applicant
acted with due diligence during the applicable regulatory re-
view period. The Secretary shall make such determination not
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Secretary may notdelegate the authiority to make the determina-
tion prescribed by this subparagraph: to: an-'office below the

‘Office of the:Commissioner of Food and Drugs.: -+~ -

-+ (ii)The Secretary:shall nictify the Commissioner of the

determination and shall publish in the Federal Register a noticé

of such determination together with the factual'and legal basis
for such ‘determination. Any interested person -may request,
within the sixty-day period beginning on the publication of ade-
termination, the Secretary to hold an informal hearing on the de-
termination. If such a request is made within such period, the
Secretary shall hold such hearing not later than thirty days after
the date of the request, or at the request of the person making the
request, not later than sixty days after such date, The Secvetary
shall provide notice of the hearing to the owner of the patent
involved and toany interested person and provide the owner and
any interested person an opportunity to participate in the hear-
ing. Within thirty days after the completion of the hearing, the
Secretary shall affirm or revise the deterinination which was the
subject of the hearing and notify the Commissioner of any
revision of the determination and shall publish any suchrevision
in the Federal Register.

(3) For the purposes of paragraph (2)(B), the term “due
diligence” means that degree of attention, continuous directed
effort, and timeliness as may reasonably be expected from, and
are ozdinarily exercised by, a person during a regulatory review
period.

(4) An application for the extension of the term of a patent
is subject to the disclosure requirements prescribed by the
Commissioner.

(e)(1) A determination that a patent is eligible for extension
may be made by the Commissioner solely on the basis of the
representations contained in the application for the extension. If
the Commissioner determines that a jatent is eligible for
extension under subsection (a) and that the requirements of
subsection (d) have been complied with, the Commissioner
shall issue to the applicant for the extension of the term of the
patent a certificate of extension, under seal, for the period
prescribed by subsection (c). Such certificate shall be recorded
in the official file of the patent and shall be considered as part of
the original patent.

(2) If the term of a patent for which an application hasbeen
submitted under subsection (d) would expire before acertificate
of extension is issued or denied under paragraph (1) respecting
the application, the Commissioner shall extend, until such
determination is made, the term of the patent for periods of up
to one year if he determines that the patent is eligible for
extension,

(f) For purposes of this section;

(1) The term “product” means”

(Ay A human drug product.

(By Any medical device, food additive, or color additive
subject to regulation under the Federal Food, Drug, and Cos-
metic Act.

(2) The term “human drug product” means the active ingre-
dientof anew drug, antibiotic drug, or human biological product
(as those terms are used in the Federal Food, Drug, and Cos-
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metic Actand the Public Heam: Servwe Act) mcludmg anysalt
arester-of the active ingredient, as asmgle entn ’or in oombl-
nation with another active ingredient. ::: :

(3) The texm-“major health.or: envuonmemal effects wst
means a test which is reasonably related to the evaluation of the
health or environmenta! effects of a product, which requires at
least six months to conduct, and the data from which is submii-
ted to receive permission for commercial marketing or use.
Periods of analysis.or evaluation of test results are not to be
included in detennmmg if the conduct of atest requlred at least
six months.

(4XA) Any teference&owcum%l lsarefetmce 0 section
351 of the Public Health Service Act.

(B) Any reference to section 503, 505, 507, or 515is a
reference to section 503, 505, 507, or 515 of the Federal Food,
Drug and Cosmetic Act.

(5) The term “informal hearing” has the meaning pre-
scribed for such term by section 201(y) of the Federal Food,
Drug and Cosmetic Act.

(6) The term “patent” means a patent issued by the United
States Patent and Trademark Office.

(g) For purposes of this section, the term “regulatory review
period” has the following meanings:

(1}(A) In the case of a product which is 2 human drug
product, the term means the period described in subparagraph
(B) 1o which the limitation described in paragraph (4) applies.

(B) The regulatory review period for a human drug prod-
uct is the sum of --

(i) the period beginning on the date an exemption under
subsection (i) of section 505 or subsection (d) of section 507
became effective for the approved human drug product and
ending on the date an application was initially submitted for
such drug product under section 351, 5085, or 507, and

(ii) the period beginning on the date the application was
initially submitted for the approved human drug product under
section 351, subsection (b) of section 505, or section 507 and
ending on the date suc’: zpplication was approved under such
section.

(2)(A) In the case of a product which is a food additive or
color additive, the term means the period described in subpara-
graph (B) to which the limitation described in paragraph (4)
applies.

(By The regulatory review period for a food or color
additive is the sum of --

(i) the period beginning on the date a major health orenvi-
ronmental effects test on the additive was initiated and ending
on the date a petition was initially submitted with respect to the
product under the Federal Food, Drug, and Cosmetic Act
requesting the issuance of a regulation for use of the product,
and

(ii) the period beginning on the date a petition was
initially submitted with respect to the product under the Federal
Food, Drug, and Cosmetic Act requesting the issuance of a
regulation for use of the product, and ending on the date such
regulation became effective or, if objections were filed to such
regulation, ending on the date such objections were resolved
and commercial marketing was permitted or, if commercial
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:markeung was “pemutted-’m f?later vevoked' pendmg further

: A ending on the date
’suchpmceedmgswereﬁnallymso edmdcém‘ "ercxalmarket-
ing was permited. | &
(3)(A) In the case of & product which is a mechcal device,
the ierm means'the period’ described ‘in subparagraph (B) to
whnch the limitation described in'paragraphi (4) applies. -
~-(B) The regulatory revxew penod fm‘ a medlcal devnce is
the sumof —

- (i) the period begmnmg on the date aclmlcal investiga-
tion on humans involving the device was begon and ending on
thedate an application was mxually subrmued thh respecttothe
device under section 515;and ‘

(ii) the period beginning on the date an apphcatwn was
initially submitted with respect to the device under section 515
and ending om the date such application was approved under
such Act or the period beginning on the date a notice of
completion of a product development protocol was initially
submitted under section 515(f)(5) and ending on the date the
protocol was declared completed under section 515(f)(6).

(4) A period determined under any of the preceding para-
graphs is subject to the following limitations:

(A) If the patent involved was issued after the date of the
enactment of this section, the period of extension determined on
the basis of the regulatory review period determined under any
such paragraph may not exceed five years.

(B) If the patent involved was issued before the date of the
enactment of this section and --

(i) no request for an exemption described in paragraph
(1)(B) was submitted,

(ii) no major health or environment effects test described
in paragraph (2) was initiated and no petition for a regulation or
application for registration described in such paragraph was
submitted, or

(iii) no clinical investigation described in paragraph (3)
was begun or product development protocol described in such
paragraph was submitted,
before such date for the approved product the period of
extension determined on the basis of the regulatory review
pericd determined under any such paragraph may not exceed
five years.

(C) If the patent involved was issued before the date of the
enactment of this section and if an action described in subpara-
graph (B) was taken before the date of enactment of this section
with respect to the approved product and the commercial
marketing or use of the product has not been approved before
such date, the period of extension determined on the basis of the
regulatory review period determined under such paragraph may
not exceed two years.

(h) The Commissioner may establish such fees as the
Commissioner determines appropriate to cover the costs to the
Office of receiving and acting upon applications under this
section,

(Added Sept. 24, 1984, Public Law 98-417, sec. 201, 98 Stat,
1598.)
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35 U.S:C. 157" Statutory inventum registration. B
(@) Notwithistanding ‘any other pmvxsxon ‘of ‘this-title;" dw-

Commxsmomr is ‘authorized to publish'a’ stamlory ‘invention

registration  containing the - speclﬁcanm and: drawmgs of a

mgu!aﬂy ﬁled apphcauon for a patem wuhout exammanon nf

‘(1)ymeets the reqmrements of section’ 112 of tlns mle,

(2) has complied with the requirements for prmtmg; asset
forth in regulations of the Commissioner; -

(3) waives the right to receive a patent on the invention
within such period as may be prescribed by the Commissioner,
and

{4) pays apphcauon, publication and other processing fees
established by the Commissioner.

If an interference is declared with respect to such an appli-
cation, a statutory invention registration may not be published
unless the issue of priority of invention is finally determined in
favor of the applicant.

(b) The waiver under subsection (a)(3) of this section by an
applicant shall take effect upon publication of the statutory
invention registration.

(c) A statutory invention registration published pursuant to
this section shall have all of the attributes specified for patents
in this title except those specified in section 183 and sections
271 through 289 of this title. A statutory invention registration
shall not have any of the atisibutes specified for patents in any
other provision of Iaw other than this title. A statutory invention
registration published pursuant to this section shall give appro-
priate notice to the public, pursuant to regulations which the
Commissioner shall issue, of the preceding provisions of this
subsection, The invention with respect to which a statutory
invention certificate is published is not a patented invention for
purposes of section 292 of this title.

(d) The Secretary of Commezce shall report to the Congress
anaually on the use of statutory invention registrations. Such
report shall include an assessment of the degree to which
agencies of the federal government are making use of the
statutory invention registration system, the degree to which it
aids the management of federally developed technology, and an
assessment of the cost savings to the Federal Government of the
uses of such procedures.

(Added Nov. 8, 1984, Public Law 98-662, sec. 102, 98 Stat. 3383.)

CHAPTER 15 - PLANT PATENTS
Sec.
161 Patents for plants,
162 Description, claim.
163 Grant.
164 Assistance of Depariment of Agriculiure.

35 U.S.C. 161 Patents for plants.

Whoever invents or discovers and asexually reproduces any
distinct and new variety of plant, including cultivated sports,
mutants, hybrids, and newly found seedlings, other than a tuber
propagated plant or a plant found in an uncultivated state, may
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ments of this'tiil ‘
The provisions of this title relating to patents fori mvenuons
shall apply to patents for plams, except as otlwrw;se prov1ded

(Amended Sept. 3 1954 '68-Stat. 1190)

35 U.S.C. 162 Description, claim. '
No plant patent shall be declared invalid for noncomphance
with section 112 of this tiile if the description is as complete as
is reasonably possible.
The claim in the specification shall be in formal terms to the
plant shown and described.

35 U.8.C. 163 Grant.

In the case of a plant patent the grant shall be of the right to
exclude others from asexually reproducing the plant or selling
or using the plant so reproduced.

35 U.S.C. 164 Assistance of Department of
Agriculture.

The President may by Executi.ve order direct the Secretary
of Agriculture, in accordance with the requests of the Commis-
sioner, for the purpose of carrying into effect the provisions of
this title with respect to plants (1) to furnish available informa-
tion of the Department of Agriculture, (2) toconduct throughthe
appropriate bureau or division of the Department research upon
special problems, or (3) to detail to the Commissioner officers
and employees of the Depariment.

CHAPTER 16 - DESIGNS

Sec.

171 Patents for designs.
172 Right of priority.

173 Term of design patent.

35 U.S.C. 171 Patents for designs.

Whoever invents any new, original and ormnamental design
for an article of manufacture may obtain a patent therefor,
subject to the conditions and requirements of this title.

The provisions of this title relating to patents for inventions
shall apply to patents for designs, except as otherwise provided.

35 U.S.C. 172 Right of priority.

The right of priority provided for by section 119 of this title
and the time specified in section 102(d) shall be six months in
the case of designs,

35 U.S.C. 173 Term of design patent.
Patents for designs shall be granted for the term of fourteen

years.

(Amended Aug, 27, 1982, Public Law 97-247, sec. 16, 96 Stat.
321.)
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CHAPTER 17+ SECRECY, OF TAIN BQVEN'I'[ONS*—?-,,

AND FILING APPLICATIONS IN FOREIGN

181 Secrecy of certain uwennons and wnhlmldmg of patem.
182 Abandonment of invention for tnauthorized disclosure. .
183 Right to compensation. ‘

184 Filing of application in foreign country.

185 Patent banred forﬁlmg wxvhout bcense f,

186 Penalty.

187 Nonapphcablhty to ceriain persons

188 Rules and regulanons, delegauon of power.

35 U.8. C 181 Secrecy of certain mventmns and
withholding of patent.

Whenever publication or disclosure by the grant of a patent
on aninvention in which the Government has a property interest
might, in the opinion of the head of the interested Government
agency, be detrimental to the national security, the Commis-
sioner upon being so notified shall order that the invention be
keptsecretand shall withhold the grantof a patent thereforunder
the conditions set forth hereinafter.

Whenever the publication or disclosure of an invention by
the granting of a patent, in which the Government does not have
a property interest, might, in the opinion of the Commissioner,
be detrimental to the national security, he shall make the appli-
cation for patent in which such invention is disclosed available
for inspection to the Atomi. Energy Commission, the Secretary
of Defense, and the chief officer of any other department or
agency of the Government designated by the President as a
defense agency of the United States.

Each individual to whom the application is disclosed shall
sign a dated acknowledgment thereof, which acknowledgment
shall be entered in the file of the application, If, in the opinion
of the Atomic Energy Commission, the Secretary of a Defense
Department, or the chief officer of another department or
agency so designated, the publication or disclosure of the
invention by the granting of the patent therefor would T¢
detrimental to the national security, the Atomic Energy
Commission, the Secretary of a Defense Department, or such
other chief officer shall notify the Commissioner and the
Commissioner shall order that the invention be kept secretand
shall withhold the grant of a patent for such period as the
national interestrequires, and notify the applicant thereof. Upon
proper showing by the head of the depariment or agency who
caused the secrecy order to be issued that the examination of the
application might jeopardize the national interest, the Commis-
sioner shall thereupon maintain the application in a sealed
condition and notify the applicant thereof. The owner of an
application which has been placed under a secrecy order shall
have a right to appeal from the order to the Secretary of
Commerce under rules prescribed by him.

An invention shall not be ordered kept secret and the grant
of a patent withheld for a period of more than one year, The
Commissioner shall renew the order at the end thereof, or at the
end of any renewal period, for additional periods of onc year
upon notification by the head of the department or the chief
officer of the agency who caused the order to be issued that an
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affirmauv& dgmnnmauon has been: made that the national:

er;in: effect; .or issued,

inierest continues 10 so require;: An.or

 during a time when the United States is at. war, shall remain in:

effect for. the duration of . hosnlmes ‘and: one:year: following:
cessation of hostilities. An, order in effect, or issned; durmg a
national emergency declared by the President shall: remain in:
effect for the duration of the national emergency and six months

thereafter. The Commissioner. may rescind -any order’ upon

notification by the heads; of the departments and. the chief
officers of the agencies who caused the order to be issned that

the publication or- disclosure of the invention is no longer

deemed detrimental to the national security.

35 U.8.C. 182 Abandonment of invention for
unauthorized disclosure.

The invention disclosed in an application for patent subject
to an order made pursuant (o section 181 of this title may be held
abandoned upon its being established by the Commissioner that
in violation of said order the invention has been published or
disclosed or that an application for a patent therefor has been
filed in a foreign country by the inventor, his successors,
assigns, or legal representatives, or anyone in privity with him
or them, without the consent of the Commissioner. The aban-
donment shall be held to have occurred as of the time of
violation. The consent of the Commissioner shall not be given
without the concurrence of the heads of the departments and the
chief officers of the agencies who caused the order to be issued.
A holding of abandonment shall constitute forfeiture by the
applicant, his successors, assigns, or legal representatives, or
anyone in privity with him or them, of all claims against the
United States based upon such invention.

35 U.S.C. 183 Right to compensation,

An applicant, his successors, assigns, or legal representa-
tives, whose paten: :s withheld as herein provided, shall have the
right, beginning at the date the applicant is notified that, except
for such order, his application is otherwise in coudition for al-
lowance, or February 1, 1952, whichever is later, and ending six
years after a patent is issued thereon, to apply to the head of any
department or agency who caused the order to be issued for
compensation for the damage caused by the order of secrecy
and/or for the use of the invention by the Government, resulting
from his disclosure. The right to compensation for use shall
begin on the date of the first use of the invention by the
Government. The head of the department or agency is author-
ized, upon the presentation of a claim, to enter into an agrecment
with the applicant, his successors, assigns, or legal representa-
tives, in full settlement for the damage and/or use. This settie-
ment agreement shall be conclusive for all purposes notwith-
standing any other provision of law to the contrary. If full
settlement of the claim cannot be effected, the head of the
department or agency may award and pay to such applicant, his
successors, assigns, or legal representatives, a sum not exceed-
ing 75 per centum of the sum which the head of the department
or agency considers just compensation for the damage and/or
use. A claimant may bring suit against the United States in the
United States Claims Court or in the District Court of the United
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compensation for the damage and/or use of the invention by the ,

Government. The ownér of any patent issued upon an apphca—
tion that wassubjecttoa secrecy order issued pursitant o section
181 of this title, who did not apply for compénsation as above
provided, shall have the right, after the date of rsstmce_,cf such
patent, to bring suit in the United States Claims Cotirt for just
compensation for the damage caused by reason of the order of
secrecy and/or use by the Government of the invention resulting
from his disciosure. The right to compensauon for nse shall
begin on the date of the first use of the invention by the
Government. In a suit under the provisions of this section the
United States may avail itseif of all defenses it may plead in an
action under section 1498 of title 28. This section shall not
confer a right of action on anyone or his successors, assigns, or
legal representatives who, while in the full-time employment or
service of the United States, discovered, invented, or developed
the invention on which the claim is based.

(Amended Apr. 2, 1982, Public Law 97-164,sec. 160, 96 Stat. 48.)

35 U.S.C. 184 Filing of application in foreign
country.

Except when authorized by a license obtained from the
Commissioner a person shall not file or cause or authorize to be
filed in any foreign country prior to six months after filing in the
United States an application for patent or for the registration of
a utility model, industrial design, or model in respect of an
invention made in this country, A license shall not be granted
with respect to an invention subject to an order issued by the
Commissioner pursuant to section 181 of this title without the
concurrenceof thehead of thedepariments and the chief officers
of the agencies who caused the order 1o be issued. The license
may be granted retroactively where an application has been
inadvertently filed abroad and the application does not disclose
an invention within the scope of section 181 of this title.

The term “application” when used in this chapter includes
applications and any modifications, amendments, or suppie-
ments thereto, or divisions thereof.

38 U.8.C. 185 Patent barred for filing without
licenge.

Notwithstanding any other provisions of law any person,
and his successors, assigns, or legal representatives, shall not re-
ceive a United States patent for an invention if that person, or his
successors, assigns, or legal representatives shall, without pro-
curing the license prescribed in section 184 of this title, have
made, or consented 1o or assisted another’s making, application
in a foreign country for a patent or for the registration of a utility
model, industrial design, or model in respect of the invention, A
United States patent issued to such person, his successors,
assigns, or legal representatives shall be invalid.

35 U.8.C. 186 Penalty.
Whoever, during the period or periods of time an invention
has been ordered 10 be kept secret and the grant of a patent
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thereto, or whoever, in wolauon of the provisions of séction 184

of this title; shall file or ¢ause ot authorize to be filed i in any

foreign country an application for patent or for the registration
of a utility model, industrial design, or model in respect of any
invention made in the United Statcs, shall upon conv:ct:on be
fined not more than 810 000 or lmpnsoned for not more than
two years or both ‘

35 U.S.C. 187 Nonapplicability to certam persons.

The prohibitions and penalties of this chapter shall not apply
to any officer or agent of the United States acting within the
scope of his authority, nor to any person acting upon his written
instructions or permission.

35 U.S.C. 188 Rules and regulations, delegation of
power,

The Atomic Energy Commission, the Secretary of adefense
department, the chief officer of aiy other department or agency
of the Government designated by the President as a defense
agency of the United States, and the Secretary of Commerce,
may separately issue rules and regulations to enable the respec-
tive department or agency to carry out the provisions of this
chapter, and may delegate any power conferred by this chapter.

CHAPTER [18] 38 - PATENT RIGHTS IN INVENTIONS
MADE WITH FEDERAL ASSISTANCE
Sec.
200 Policy and objective.
201 Definitions.
202 Disposition of rights.
203 March-in rights.
204 Preference for United States ndustry.
205 Confidentiality.
206 Uniform clauses and regulations.
207 Domestic and foreign protection of federally owned inventions.
208 Regulations governing Federal licensing.
209 Restrictions on licensing of federally owned inventions,
210 Precedence of chapter.
211 Relationship io antitrust laws.
212 Disposition of rights in educational awards.

35 U.S.C. 200 Policy and objective.

Itis the policy and objective of the Congress to use the patent
system to promote the utilization of inventions arising from
federally supported research or development; to encourage
maximum participation of small business firms in federally
supported research and development efforts; to promote col-
laboration between commercial concerns and nonprofit organi-
zations, including universities; to ensure that inventions made
by nonprofit organizations and small business firms are used in
a manner to promote free competition and enterprise; to pro-
mote the commercialization and public availability of inven-
tions made in the United States by United States industry and
labor; to ensure that the Government obtains sufficient rights .
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35 U.S.C. 201 Definitions.

Asusedmthlschapter--"' L

" (a) The term “Federal agency” means any executive agency
as defined in section 105 of title 5, United States Code, and the
military departments as defined by section 102 of title 5, United
States Code.

(b) The term “funding agreemem means any contract,
grant, or cooperative agreement entered into between any Fed-
eral agency, other than the Tennessee Valley Authority, and any
contractor for the performance of experimental, developmental,
or research work funded in whole or in part by the Federal
Government. Such term includes any assignment, substitution
of parties, or subcontract of any type entered into for the
performance of experimental, developmental, or research work
under a funding agreement as herein defined.

(c) The term “contractor” means any person, small business
firm, or nonprofit organization that is a party to a funding
agreement,

(d) The term “invention” means any invention or discovery
which is or may be patentable or otheswise protectable under
this title or any novel variety of plant which is or may be
protectable under the Plant Variety Protection Act (7 US.C.
2321, et seq.).

(e) The term “subject invention” means any invention of the
contractor conceived or first actually reduced to practice in the
performance of work under a funding agreement: Provided,
That in the case of a variety of plant, the date of determination
(as defined in section 41(d) of the Plant Variety Protection Act
(711.8.C. 2401(ay) must also occur during the period of contract
performance,

(f) The term “practical application” means tomanufacture in
the case of a2 composition or product, o practice in the case of
a process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to establish
that the invention is being utilized and that its benefits are to the
extent permitted by law or Government regulations available to
the public on reasonable terms.

(g) The term “made” when used in relation to any invention
means the conception or first actual reduction to practice of such
invention,

(h) The term “small business firm” meang a small buginess
concern as defined at section 2 of Public Law 85-536 (15U.S.C.
632) and implementing regulations of the Adminisirator of the
Small Business Administration.

(i) The term “nonprofit organization” means universitics
and other institutions of higher education or an organization of
the type described in section 501(c)(3) of the Intemal Revenue
Code of 1954 (26 U.S.C. 501(c)) and exempt from taxation
under section 501(a) of the Internal Revenue Code (26 U.S.C.
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3 501(&)) Or any; nonpmﬁt scnenuﬁc ot edicational orgammuon
-thﬁed undet,a State nonpmﬁt crgmnzauon statute 5

(Subsecuong(d) lmeudedNov 8 1984 Publm Law 98 620 sec.
501(1) 98 Stat, 3364.). . ,
. (Subsectlon (e) mnaxded Nov 8 1984 Pubhc Law 98 620 sec.
,501(2) 98 Stat. 3364, )

(Subsecuon (1)addedDec 12. 1980 Publxc Law 96-517 sec. 6(a),
%Sm.3019) . o .

35U.5.C. 202 Disposntlon of rlghts

(a)Each nonproﬁt orgamzauon or small business firm may,
within a reasonable time after disclosure as required by para-
graph (c)(1) of this section, elect to retain title to any subject
invention: Provided, however, That a funding agreement may
provide otherwise (i) when the contractor is not located in the
United States or does not have a place of business located in the
United States or is subject to the control of a foreign govern-
ment, (ii) in exceptional circumstances when itis determined by
the agency that restriction or elimination of the right to retain
title to any subject invention will better promote the policy and
objectives of this chapter, (iii) when it is determined by a
Government guthority which is authorized by statute or Execu-
tive order to conduct foreign intelligence or counter-intelli-
gence activities that the restriction or elimination of the right to
retain title to any subject invention is necessary to protect the
security of such activities, or (iv) when the funding agreement
includes the operation of a Government-owned, contractor-
operated facility of the Department of Energy primarily dedi-
cated to that Department’s naval nuclear propulsion or weapons
related programs and all funding agreement limitations under
this subparagraph on the contractor’s right to elect title to a
subject invention are limited to inventions occurring under the
above two programs of the Department of Energy. The rights of
the nonprofit organization or small business firm shali be
subject to the provisions of paragraph (c) of this section and the
other provisions of this chapter.

(b)(1) The rights of the Govemnment under subsection (a)
shaif not be exercised by a Federal agency unless it first
determines that at least one of the conditions identified in
clauses (i) through (iii) of subsection (a) exists. Except in the
case of subsection (a)(iii), the agency shall file with the Secre-
tary of Commerce, within thirty days after the award of the
applicable funding agreement, a copy of such determination. In
the case of a determination under subsection (a)(ii), the state-
ment shall include an analysis justifying the determination. In
the case of determinations applicable to funding agreements
with small business firms, copies shall also be sent to the Chief
Counsel for Advocacy of the Small Business Administration. If
the Secretary of Commerce believes that any individual deter-
mination or pattern of determinations is contrary to the policies
and objectives of this chapter or otherwise not in conformance
with this chapter, the Secretary shall so advise the head of the
agency concerned and the Administrator of the Office of Fed-
eral Procurement Policy, and recommend corrective actions.

(2) Whenever the Administrator of the Office of Federal
Procurement Policy hag determined that one or more Federal
agencies are utilizing the authority of clause (i) or (ii) of
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ttramsmltarepoﬂ;m»the,Commxtteesnﬂ:l theludxmaryofthe
Senate and House of Representatives on the manner in which
this chapter is being implemented by the agencies and on such
other aspects of Government patent policies and practices with
respect o fedeta.ly funded inventions as the Complmller Gen-
eral believes appropriate.

(4) If the contractor believes that a detetmmauon is con-
trary to the policies and objectives of this chapter or constitutes
an abuse of discretion by the agency, the detesmination shall be
subject to the last paragraph of section 203(2).

(c) Each funding agreement with a small business firm or
nonprofit organization shall contain appropriate provisions 0
effectuate the following:

(1) That the contractor disclose each subject invention to
the Federal agency within a reasonable time after it becomes
known 1o contractor personnel responsible for the administra-
tion of patent matters, and that the Federal Government may
receive title to any subject inveation not disclosed to it within
such time.

(2) That the contractor make a written election within two
years after disclosure to the Federal agency (or such additional
time as may be approved by the Federal agency) whether the
contractor will retain title to a subject invention: Provided, That
in any case where publication, on sale, or public use, has
initiated the one year statutory period in which valid patent
protection can still be obtained in the United States, the period
for election may be shortenesd by the Federal agency to a date
that is not more than sixty days prior to the end of the statutory
period: And provided further, That the Federal Govemment
may receivetitle to any subject invention in which the contractor
does not elect to retain rights or fails to elect rights within such
times,

(3) That a contractor electing rights in a subject invention
agrees to file a patent application prior to any statutory bar date
that may occur under this title due to publication, on sale, or
public use, and shall thereafter file corresponding patent appli-
cations in other countries in which it wishes to retain title within
reasonable times, and that the Federal Government may receive
title to any subject inventions in the United States or other
countries in which the contractor has not filed patent applica-
tions on the subject invention within such times.

(4) With respect to any invention in which the contractor
elects rights, the Federal agency shall have anonexclusiv:, non-
transferable, irrevocable, paid-up license to practice or have
practiced for or on behalf of the United States any subject
invention throughout the world: Provided, That the funding
agreement may provide for such additional rights; including the
right to assign or have assigned foreign patent rights in the
subject invention, as are determined by the agency as necessary
for meeting the obligations of the United States under any treaty,
international agreement, arrangement of cooperation, memo-

L-21

randum of understandmg, or snmllar arrangemem. including

«military agreemen relatmg w weapons developmentand pm-
. dwuonv ‘___‘...‘V,.,: .

(S) Theright of the- Federal agency mqune penodlc e-

: portmg on the utilization or efforts at obtaining utilization that
are being made by the contractor or his licensees or assignees:

Provided, Thatany such information; as well as any information
on utilization or efforts at obtaining utilization.obtained as part

of a proceeding under section 203 of this chapter shall be treated
by the Federal agency as commercial and financial information
obtained from a person and privileged and confidential and not
subject to disclosure under section 552-of tide 5 of the Umted
States Code.

(6) Anabligation on the part of the contractor, in the event
a United States patent application is filed by or on its behalf or
by any assignee of the contractor, to inclade within the specifi-
cation of such application and any patent issuing thereon, a
statement specifying that the invention was made with Govem-
ment support and that the Government has certain rights in the
inveation.

(7) Inthe case of anonprofitorganization, (A) aprohibition
upon the assignment of rights to a subject iuvention in the
United States without the approval of the Federal agency,
except where such assignment is made to an organization which
has as one of its primary functions the management of inven-
tions (provided that such assignee shall be subiject to the same
provisions as the coniractor); (B) arequirement that the contrac-
tor share royalties with the inver.tor; (C) except with respect to
afunding agreement for the operation of a Government-owned-
contractor-operated facility, a requirement that the balance of
any royalties or income earned by the contractor with respect to
subject inventions, after payment of expenses, (including pay-
ments o inventors) incidental to the administration of subject
inventions, be utilized for the support of scientific research, or
education; (D) a requirement that, except where it proves
infeasible after a reasonable inquiry, in the licensing of subject
inventions shall be given to small business firms; and (E) with
respect to a funding agreement for the operation of 2 Govem-
ment-owned-contractor-operator facility, requirements (i) that
after payment of patenting costs, licensing costs, payments to
inventors, and other expenses incidental to the administration of
subject inventions, 100 percent of the balance of any royalties
or income eamed and retained by the contractor during any
fiscal year, up to an amount equal to five percent of the annual
budget of the facility, shall be used by the contractor for
scientific research, development, and education consistent with
the research and development mission and objectives of the
facility, including activities that increase the licensing potential
of other inventions of the facility provided that if said balance
exceeds five percent of the annual budget of the facility, that 75
percentof suchexcess shall be paid to the Treasury of the United
States and the remaining 25 percent shall be used for the same
purposes as described above in this clause (D); and (ii) that, to
the extent it provides the most effective technology transfer, the
licensing of subject inventions shall be administered by contrac-
tor employees on location at the facility.

(8) The requirements of sections 203 and 204 of this
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v {d)y Ifa contracm dom notehctto Tetain uﬂe-mamhject
:nvemwn in cases subject to this section, the Federal: agency
may consider and after consultation’ with' the contractor grant
Tequests for retention of rights by the inventor subject w the
mwm of this Act and regulations promulgated hiereunder.

-{e) In any case when a Federal employeeis a coinventor of
any invention made under afunding agreement with a nonprofit
organization or small business firm, the Federal agency employ-
ing soch coinventor is authorized to transfer or assign whatever
rights it may acquire in the subject invention from its employee
to the contractor subject to the ~onditions set forth in this
chapter.

{f3{1) No funding agreement with a small business firm or
nonprofit organization shall contain a provision allowing a
Federal agency to require the licensing to third parties of
inventions owned by the contractor that aie not subject inven-
tions unless such provision has been approved by the head of the
agency and a written justification has been signed by the head
of the agency. Any such provision shall clearly state whether the
licensing may be required in connection with the practice of a
subject invention, a specifically identified work object, or both,
The head of the agency may not delegate the authority 0
approve provisions or sign justifications required by this para-

(2) A Federal agency shall notrequire the licensing of third
parties under any such provision unless the head of the agency
determines that the uge of the invention by others is necessary
for the practice of a subject invention or for the use of a work
object of the funding agreement and that such action is neces-
sary 1o achieve the practical application of the subject invention
or work object. Any such determination shall be on the record
after an opportunity for an agency hearing, Any action ~om-
menced for judicial review of such determination shall be
brought within sixty days after notification of such determina-
tion.

(Subsection (a) amended Nov. 8, 1984, Public Law 98-602, sec.

501(3), 98 Stat. 3364.)
{Subsection (bY2) amended Nov. 8, 1984, Public Law 98-620, sec.

501(4), 98 Stat. 3365.)
(Subsection (bY(4) added Nov. 8, 1984, Public Law 98-620, sec.

501(44A}, 98 Stat. 3365.)
{Subsection (c}{4) amended Nov. 8, 1984, Public Law 98-620, sec.

501(5), 98 Stat, 3365.)
{Subsection (c)(§) amended Nov. 8, 1984, Public Law 98-620, sec.

501(6), 98 Stat. 3365.)
(Subsection (e)(7) amended Nov. 8, 1984, Public Law 98-620, sec.

5017, (8), 98 Stat. 3366.)
(Subsection (f)(2) edded Dec. 12, 1980, Public Law 96-517, sec.
6(a), 94 Stat. 3020.)

35 U.S.C. 203 March-in rights.

{1y With respect to any subject invention in which a small
business firm or nonprofit organization has acquired title under
this chapter, the Federal agency under whose funding agree-
ment the subject invention was made shall have the right, in
accordance with such procedures as are provided in regulations
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reasonable under the circumstances, and if the comractor.

‘assignée, or exclusive licensee Téfuses such request, to 'grant
-'such a hcense nself 1f the Federal agency detemunes that such

(a) action is necessary because the commctor of assignee
hasnot taken; or is notexpected to take within a reasonable time,
effective steps to achieve practical apphcatlon of the subject
invention in such field of use;

(b) action is necessary (o alleviate health or safety needs
which are not reasonably satisfied by the conu'actor assignee,
or their licensees; -

(c) action is necessary to meet requirements for public use
specified by Federal regulations and such requirements are not
reasonably satisfied by the contracior, assignee, or licensess; or

(d) action is necessary because the agreement required by
section 204 has not been obtained or waived or because a
licensee of the exclusiveright o use or sell any subject invention
in the United States is in breach of its agreement ouiained
pursuant to section 204,

(2) A determination pursuant to this section or section
202(b)(4) shall not be subject to the Contract Disputes Act (41
U.S.C. §601 et seq.). An administrative appeals procedure shall
be established by regulations promulgated in accordance with
section 206. Additionally, any contractor, inventor, assignee, or
exclusive licensee adversely affected by a determination under
this section may, at any time within sixty days after the determi-
nation isissued, filea petition in the United States Claims Court,
which shall have jurisdiction to determine the appeal on the
record and to affirm, reverse, remand or modify, as appropriate,
the determination of the Federal agency. In cases described in
paragraphs (a) and (c), the agency’s determination shail be held
in abeyance pending the exhaustion of appeals or petitions filed
under the preceding sentence.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(g), 94 Stat. 3022;
amended Nov. 8, 1984, Public Law 98-620, sec. 501(9), 98 Stat. 3367.)

35U.5.C. 204 Preference for United States industry.

Nowwithstanding any other provision of this chapter, no
small business firm or nonprofit organization which receives
title to any subject invention and no assignee of any such small
business firm or nonprofit organization shall grant toany person
the exclusive right to use or sell any subject invention in the
United States unless such person agrees that any products
embodying the subjectinvention or produced through the use of
the subject invention will be manufactured substantially in the
United States. However, in individual cases, the requirement for
such an agreement may be waived by the Federal agency under
whose funding agreement the invention was made upon a
showing by the small business firm, nonprofit organization, or
assignee that reasonable but unsuccessful efforts have been
made to grant licenses on similar terms to potential licensees
that would be likely to manufacture substantially in the United
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35 U.S.C. 205 Confi dentlahty -y '

Federalagencnesm'eamhmzed tothhhold from dlsclosure
w the public information disclosing any invention in which the
Federal Government owns of may own a right, title, or interest
(including a nonexclusive license) for a reasonable time in order
for a patent application to be filed. Furthermore, Federal agen-
cies shall not be required to release copies of any document
which is part of an application for patent filed with the United
States Patent and Trademark Office or with any foreign patent
office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3023.)

35 U.8.C. 206 Uniform clauses and regulations.
The Secretary of Commerce may issue regulations which
may be made applicable to Federal agencies implementing the
provisions of sections 202 through 204 of this chapter and shall
establish standard funding agreement provisionsrequired under
this chapter, The regulations and the standard funding agree-
ment shall be subject to public comment before their issuance.

(AmendedNov. 8, 1984, Public Law 98-620, sec. 501(10), 98 Stat.
3367

35 U.S.C. 207 Domestic and foreign protection of
federaily owned inventions.

(a) Each Federal agency is authorized (o --

(1) apply for, obtain, and maintain patents or other forms of
protection in the United States and in foreign countries on
inventions in which the Federal Government owns a right, title,
or interest;

(2) grant nonexclusive, exclusive, or partially exclusive li-
censeg under federally owned patent applications, patents, or
other forms of protection obtained, royalty-free or for royalties
or other consideration, and on such terms and conditions,
including the grant to the licensee of the right of enforcement
pursuant to the provisions of chapter 29 of this title as deter-
mined appropriate in the public interest;

(3) underiake all other suitable and necessary steps to
protect and administer rights to federally owned inventions on
behalf of the Federal Government either directly or through
contract; and

(4) transfer custody and administration, in whofe or in part,
to another Federal agency, of the right, title, or interest in any
federally owned invention,

(b) For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce
authorized to --

(1) assist Federal agency efforts to promote the licensing
and utilization of Government-owned inventions;

(2) assist Federal agencies in seeking protection and main-

1 Added Dec. 12, 1980, Public Law- 96-517' sec. 6(a), 94 Stat. 3023,
‘Amended Nov 8 1984 Pubhc Law 98-620 sec: 501(11) 98 Stat
3367) A IRE SR

35 U.S C. 208 Regulatlons govermng Federal
- licemsing, . ,

The Secraay of Commence is aulhonzed 0. promulgatc
regulations specifying the terms and conditions upon which any
federally owned invention, other than inventions owned by ihe
Tennessee Valley Authority, may be liccnsed on a nonexclu-
sive, partially exclusive, or exclusive basis.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3024;
Amended Nov. 8, 1984, Public Law 98-620, sec. 501(12), 98 Stat.
3367.)

358 U.S.C. 209 Restrictions on licensing of federally
owned inventions.

(a) No Federal agency shall grant any license under a patent
or patent application on a federally owned invention unless the
person requesting the license has supplied the agency with a
plan for development and/or marketing of the invention, except
that any such plan may be treated by the Federal agency as
commercial and financial information obtained from a person
and privileged and confidential and not subject to disclosure
under section 552 of title § of the United States Code.

(b) A Federal agency shall normally grant the right to use or
sell any federally owned invention in the United States only to
alicensee thatagrees thatany productsembodying the invention
or produced through the use of the invention will be manufac-
tured substantially in the United States,

(c)(1) Each Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a federally
owned domestic patent or patent application only if, after public
notice and opportunity for filing written objections, it is deter-
mined that -

(A) the interests of the Federal Government and the public
will best be served by the proposed license, in view of the
applicant’s intentions, plans, and ability to bring the invention
to practical application or otherwise promote the invention's
utilization by the public;

(B) the desired practical application has not been
achieved, orisnot likely expeditiously to be achieved, underany
nonexclusive license which has been granted, or which may be
granted, on the invention;

(C) exclusive or partially exclusive licensing is a reason-
able and necessary incentive (0 call forth the investment of risk
capital and expenditures to bring the invention to practical
application or otherwise promote the invention’s utilization by
the public; and

(D) the proposed terms and scope of exclusivity are not
greater than reasonably necessary to provide the incentive for
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" i '535 147 S.C. 210 Precedence of chapter.

. beinging the invention. o, practical application:
_mmotememvenuon‘snmhmuonbyf - public..

pamally exchxswehcmse mder pmagmp | (1) of l!us suhm
tion if it determines that the grant of such license will tead
sabstantially to lessen competition cr resultin undue concentra-
tion in any section of the country in.any:line of commerce to
which: the technology to-be licensed relates, or 0 create or
maintain other situations inconsistent with the antitrust laws.

(3) First preference in the exclusive or pamally exclusive
licensing of federaily owned inventions shall go to small busi-
_ nessfirmssubmitting plans that are determined by the agency to
be within the capabilities of the firms and equally likely, if
executed, to bring the invention to practical application as any
plans submitted by applicants that are not small business firms,

{d) Afier consideration of whether the interests of the Fed-
eral Government or United States industry in foreign commerce
will be enhanced, any Federal agency may grant exclusive or
partially exclusive licenses in any invention covered by a
foreign patent application or patent, after public notice and
opporiunity for filing written objections, except that a Federal
agency shall not grant such exclusive or partially exclusive
license if it determines that the grant of such license will tend
substantially to Iessen competition or result in undue concentra-
tion in any section of the United States in any line of commerce
to which the technology (o be licensed relates, or to creaie or
maintain other situations inconsistent with antitrust laws.

(¢) The Federal agency shall maintain a record of determi-
nations to grant exclusive or partially exclusive licenses.

(fy Any grant of a license shall contain such terms and con-
ditions as the Federal agency determines appropriate for the
protection of the interests of the Federal Government and the
public, including provisions for the following:

(1) periodic reporting on the utilization or efforts at obtain-
ing utilization thatare being made by the licensee with particular
reference to the plan submitted: Provided, That any such infor-
mation may be treated by the Federal agency as commercial and
financial information obtained from aperson and privileged and
confidential and not subject to disclosure under section 552 of
title 5 of the United States Code;

(2) the right of the Federal agency to terminate such license
in whole or in part if it determines that the licensee is not
executing the plan submitted with its request for a license and
the licensee cannot otherwise demonstrate to the satisfaction of
the Federal agency that it has taken or can be expected to take
within 2 reasonable time, effective steps to achieve practical
application of the invention;

(3) theright of the Federal agency to terminate such license
in whole or in part if the licensee is in breach of an agreement
obtained pursuant to paragraph (b) of this section; and

(4) the right of the Federal agency to terminate the license
in whole or in part if the agency determines that such action is
necessary (o meet requirements for public use specified by
Federal regulations issued after the date of the license and such
requirements are not reasonably satisfied by the licensee.

(hdded Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3024.3
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(a) This chapter shall take precedence over any'czher Act

- which would require adisposition of rights in subject inventions
- of emali business firms or nonprofitorganizations contractors in

amanner that is inconsistent with this chapter, including but not
necessarily limited to the following:
(1) section i0(a) of the Actof Juné 29, 1935, as added by

title 1of the Act 0( August 14 1946 (7 U S C 427|(a) 60 Stat

1085)'
.- (2) section- 205(a) of the Act of August 14 1946 (7 U S C

‘1624(a) 60 Stat: 1090);

*(3) séction 501(¢) of the Federal ‘Mine Safety and Health
Actof 1977 (30 U.S.C. 951(c); 83 Stat. 742);"

(4) section 106(c) of the National Traffic and Motor Ve-
hicle Safety Act of 1966 (15 U.S.C. 1395(c); 80 Stat. 721);

(5) section 12 of the National Science Foundation Act of
1950 (42 U.S.C. 1871(a); 82 Stat. 360);

{(6) section 152 of the Atomic Energy Act of 1954 (42
U.S.C. 2182; 68 Stat. 943);

{7) section 305 of the National Acronautxcs and Space Act
of 1958 (42 U.S.C. 2457);

(8) section 6 of the Coal Research Development Act of
1960 (30 U.S.C. 666; 74 Stat. 337);

(9) section 4 of the Helium Act Amendments of 1960 (50
U.S.C. 167b; 74 Stat. 920);

(10) section 32 of the Arms Control and Disarmament Act
of 1961 (22 U.S.C. 2572; 75 Stat. 634);

(11) subsection () of section 302 of the Appalachian
Regional Development Actof 1965 (40 U.S.C. App. 302(e); 79
Stat. 5);

(12) section 9 of the Federal Nonnuclear Energy Research
and Development Act of 1974 (42 U.S.C. 5901; 88 Stat. 1878);

(13) section 5(d) of the Consumer Product Safety Act (15
U.S.C. 2054(d); 86 Stat. 1211);.

(14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323;
58 Stat. 191);

(15) section 8001(c)(3) of the Solid Waste Disposal Act (42
U.S.C. 6981(c); 90 Stat. 2829);

(16) section 219 of the Foreign Assistance Actof 1961 (22
U.8.C. 2179, 83 Stat. 806);

(17) section 427(b) of the Federal Mine Health and Safety
Act of 1977 (30 U.S.C. 937(b); 86 Stat. 155);

(18) section 306(d) of the Surface Mining and Reclamation
Actof 1977 (30 U.S.C. 1226(d); 91 Stat. 455);

(19) section 21(d) of the Federal Fire Prevention and
Control Act of 1974 (15 U.S.C. 2218(d); 88 Stat. 1548);

(20) section 6(b) of the Solar Photovoltaic Energy Research
Development and Demonstration Act of 1978 (42 U.S.C.
5585(b); 92 Stat. 2516);

(1) section 12 of the Native Latex Commercializaiion and
Economic Development Act of 1978 (7 U.S.C. 178(j); 92 Stat.
2533); and

(22) section 408 of the Water Resources and Development
Act of 1978 (42 U.S.C. 7879; 92 Stat. 1360).

The Act creating this chapter shall be consirued to take prece-
dence over any future Act unless that Act specifically cites this
Act and provides that it shall take precedence over this Act.
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282

melawscntedmpmagmph(a)ofﬂussecuonm'myodmlaws ;a0 L

,‘wnhrespecttotbe__ L SPOSifics ot‘nghtsmmvenmmahmthe
performance of fundmg ageemems ‘with; petsoas other than
nonprofit o s-or stmall business firms.

-©) Nothmg in tlns dmpm is intended to limit theaumonty
ot‘ agencles to agree to the disposition of rights in inventions
made in.the performance of work under funding agreements
with persons other than nonprofit organizations or small busi-
ness firms in accordance with the Statement of Government
Patent Policy issued on February 18, 1983, agency regulations,
or other applicable regulations or to otherwise limit the author-
ity of agencies to allow such persons to retain ownership of in-
ventions, except that all funding agreements, including those
with other than small business firms and nonprofit organiza-
tions, shall include the requirements established in paragraph
202(c)(4) and section 203 of this title. Any disposition of rights
in inventions made in accordance with the Statement or imple-
menting regulations, including any disposition occurring before
enactment of this section, are hereby authorized.

(d) Nothing in this chapter shall be construed to require the
disclosure of intelligence sources or methods or to otherwise
affect the authority granted to the Director of Central Intelli-
gence by statute or Executive order for the protection of intel-
ligence sources or methods.

(Subzection (¢} amended Nov. 8, 1984, Public Law 98-620, sec.

501(13), 98 Stat. 3367.)
(Subsection (d) added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3026.)

35 U.S.C. 211 Relationship to antitrust laws.

Nothing in this chapter shall be deemed to convey to any
person immunity from civil or criminal liability, or to create any
defenses to actions, under any antitrust law.

(Added Dec.12, 1980, Public Law 96-517, sec. 6(a), 94 Sta2.3027.)

35 U.8.C. 212 Disposition of rights in educational
awards.

No scholarship, fellowship, training grant, or other funding
agreement made by a Federal agency primarily to an awardee
for educational purposes will contain any provision giving the
Federal agency any rights to inventions made by the awardee.

(Added Nov. 8, 1984, Public Law 98-620, sec, 501(14), 98 Stat,
3368.)

PART I - PATENTS AND PROTECTION OF
PATENT RIGHTS

CHAPTER 25 - AMENDMENT AND CORRECTION OF
PATENTS

Sec.

251 Reissue of defective patents,

252 Effect of reissue.

253 Disclaimer.

254 Certificats of correction of Patent and Trademark Office mistake.

L-25

e Whem:vu'any patenus, through en'or wnhout any decepnve
intention,. deemed wholly or partly, inoperative or invalid, by
reason of a defecuve specxficauon or drawing, or by. reason of
=the patetme claiming more or less.then he had aright toclaim
in thepazem, the Commlssmner shall, on the surrender of such

patent and the payment of the fee required by law, reissue the
patent for the invention disclosed in the original paient, and in
accordance with a new and amended application, for the unex-
plredpanof the term of the original patent. No new matter shall
be introduced into the application for reissue.

The Commissioner may issue several reissued patents for
distinct and separate parts of the thing patented, upon demand
of the applicant, and upon payment of the required fee for a
reissue for each of such reissved patents.

The provisions of this title relating to applications for patent
shall be appiicable to applications for re. ssue of a patent, except
that application for reissue may be mads and swom o by the
assignee of the entire interest if the application does not seek 1o
enlarge the scope of the claims of the original patent,

No reissued patent shall be granted enlarging the scope of
the claims of the original patent unless applied for within two
vears from the grant of the original patent.

38 U.S.C. 252 Effect of reissuve.

The surrender of the original patent shall take effect upon the
issue of the reissued patent, and every reissued patent shall have
the same effect and operation in law, on the trial of actions for
causes thereafter arising, as if the same had been originally
granted in such amended form, but insofar as the claims or the
original and reissued patents are identical, such surrender shall
not affect any action then pending nor abate any cause of action
thenexisting, and the reissued patent, to the extent that its claims
are identical with the original patent, shall constitute a continu-
ation thereof and have effect continuously from the date of the
original patent.

No reissued patent shall abridge or affect the right of any
person or his successors in business who made, purchased or
used prior to the grant of a reissue anything patented by the
reissued patent, to continue the use of, or to sell to others to be
used or sold, the specific thing so made, purchased or used,
unless the making, using or selling of such thing infringesa valid
claim of the reissued patent which wasin the original patent. The
court before which such matter is in question may provide for
the continued manufacture, use or sale of the thing made,
purchased or used as specified, or for the manufacture, use or
sale of which substantial preparation was made before the grant
of the reissue, and it may also provide for the continued practice
of any process patented by the reissue, practiced, or for the
practice of which substantial preparation was made, prior to the
grant of the reissue, to the extent and under such terms as the
court deems equitable for the protection of investments made or
businegs commenced before the grant of the reissue,
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35 U.S.C. 253 Dlsc!mmer.
Whenever, without any decepnve ntention; a claim of a

‘ patem is invalid the remammg claims shall not themeby be
rendered: mvahd A paﬁemee. whe&er of the whole any

by law; make disclaimer of any complele cla:m stzmng therein
the extent of his interestin siich patent. Such disclaimer shall be
in writing and récorded in the Patent and Trademark Office, and
it shall Mmfmbeconsnderedaspmoftbemgumlpmentm
theextmtofthemmestpossessedby thedxsc!mmant andby
those claiming under him.’ ‘

In like manner any patentee or apphcam may disclaim or
dedicate to the public the entire term, or any terminal part of the
term, of the patent granted or to be granted.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35U.8.C. 254 Certificate of correction of Patent and
Trademark Office mistake,

Whenever a mistake in a patent, incurred through the fault
of the Patent and Trademark Office, is clearly disclosed by the
records of the Office, the Commissioner may issue a certificate
of correction stating the fact and nature of such mistake, under
seai, without charge, to be recorded in the records of patents. A
printed copy thereof shall beattached to each printed copy of the
patent, and such certificate shall be considered as part of the
original patent. Every such patent, together with such certifi-
cate, shall have the same effect and operation in law on the trial
of actions for causes thereafter ariging as if the same had been
originally issued in such corrected form. The Commissioner
may issue a corrected patent without charge in lieu of and with
like effect as a cestificate of correction.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.8.C. 255 Certificate of correction of
applicant’s mistake.

Whenever amistake of aclerical or typographical nature, or
of minor character, which was not the fault of the Patent and
Trademark office, appears in a patent and a showing has been
made that such mistake occurred in good faith, the Commis-
sioner may, upon payment of the required fee, issue a certificate
of correction, if the correctiva does not involve such changesin
the patent as would constitute new matier or would require re-
examination. Such patent, together with the certificate, shall
have the same effect and operation in law on the trial of actions
for causes thereafter arising as if the same had been originally
issued in such corrected form.

(Amended Jen. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 256 Correction of named inventor,
Whenever through error a person is named in an issued
patent as the inventor, or through error an inventor is not named
in an issued patent and such error arose without any deceptive
intention on his part, the Commissioner may, on application of
all the parties and assignees, with proof of the facts and such

Rev. 7, Dec. 1987
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2 other’ reqmrements" s 1
:cmectmg ‘such‘error.

' ‘The errot ofommmgmxrmtors or nammg per:
not inventors shall riot invalidate thé patent in which such error
occurred if it can be corrected: as provided in this: section. The
court before which such: mauer is called in' ‘quiestion may ‘order
comection of -the patent ‘on' notice and heanng of all ‘parties
concerned and the Commnssmner shall 1ssue a ceruﬁcate ac-
cordmgly : ,

(Amended Aug 27 1982, Public Law 97-247, sec. 6(b) 96 Stat.
320 ) E

CHAPTER 26 - OWNERSHIP AND ASSIGNMENT
Sec.
261 Ownershxp. assignment.
262 Joint owners.

35 U.S8.C. 261 Ownership; assignment.

Subject to the provisions of this title, patents shall have the
attributes of personal property.

Applications for patent, patents, orany interest therein, shall
be assignable in law by an instrument in writing. The applicant,
patentee, or his assigns or legal representatives may in like
manner grant and convey an exclusive right under his applica-
tion for patent, or patznts, to the whole or any specified part of
the United States.

A certificate of acknowledgment under the hand and official
seal of a person authorized to administercaths within the United
States, or, in a foreign country, of a diplomatic or consular
officerof the United States or an officer authorized to administer
oaths whose authority is proved by a certificate of a diplomatic
orconsular officer of the United States, or apostille of an official
designated by a foreign country which, by treaty or convention,
accords like effect to apostilles of designated officials in the
United States, shall be prima facie evidence of the execution of
anassignment, grantor conveyance of a patent orapplication for
patent.

Anassignment, grant, orconveyance shall be void as against
any subsequent purchaser or mortgagee for valuable considera-
tion, without notice, unless it is recorded in the Patent and
Trademark Office within three months from its date or prior to
the date of such subsequent purchase or morigage.

(Amended Jan. 2, 1975, Public Law 93.596, sec. 1, 88 Stat. 1949;
Aug. 27, 1982, Public Law 97.247, sec, 14(b), 96 Stat. 321.)

35 U.S.C. 262 Joint owners.

In the absence of any agreement to the contrary, each of the
joint owners of a patent may make, use or sell the patented
invention without the consent of and without accounting to the

other owniers.

CHAPTER 27 - GOVERNMENT INTERESTS IN
PATENTS
Sec.

266 [Repealed.]
267 Time for taking action in Government applications.
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35U.8.C. 267 Time for taking action in Government
applications.

- Notwithstanding the provisions of sections 133:and 151 of
this title, the Commissioner may extend the time for taking’ any
action to three years, when-an application Has become the
property of the United States and the head of the appropriate
department or agency of the Government has certified to the
Commissioner that the inveriion disclosed therein is important
to the armament or defense of the United States.

CHAPTER 28 - INFRINGEMENT OF PATENTS
Sec. ‘
271 Infringement of patent.
272 Temporary presence in the United States,

35 U.S.C. 271 Infringement of patent,

(a) Except as otherwise provided in this title, whoever with-
out authority makes, uses or sells any patented invention, within
the United Statesdunngﬂwterm of the patent therefor, infringes
the patent.

(b) Whoever actively induces infringement of a patent shall
be liable as an infringer.

(c) Whoever sells a component of a patenied machine,
manufacture, combination or composition, or a material or
apparatus for use in practicing 2 patented process, constituting
a material part of the invention, knowing the same to be
especially made or especially adapied for use in an infringement
of such patent, and not a staple article or commodity of com-
merce suitable for substantial noninfringing use, shall be liable
as a contributory infringer.

(d) No patent owner otherwise entitled to relief for infringe-
ment or contributory infringement of a patent shall be denied
relief or deemed guilty of misuse or illegal extension of the
patent right by reason of his having done one or more of the
following: (1) derived revenue from acts which if performed by
another without his consent would constitute contributory in-
fringement of the patent; (2) licensed or authorized another to
perform acts which if performed without his consent would
constitute contributory infringement of the patent; (3) soughtto
enforce his patent rights against infringement or contributory
infringement.

(e3(13 It shall not be an act of infringemenit (o make, use, or
sell a patented invention (other than a new animal drug or
veterinary biological product (as those terms are used in the
Federal Food, Drug, and Cosmetic Act and the Act of March 4,
1913)) solely for usesreasonably refated to the development and
submission of information under a Federal law which regulates
the manufacture, use, or safe of drugs.

(2; It shalt be an act of infringement to submit an applica-
tion under section 505(j) of the Federal Food, Drug, and Cos-
metic Act or described in scction 505(b)(2) of such Act for a
drug claimed in a patent or the use of which is claimed in a
patent, if the purpose of such submission is to obtain approval
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pa;tenmrtheuseofwhlchxsclmmed o
irs a patent before the- expiration of such patent. ‘

(3) Inany action for péte fnngement brought mder this
section, no injunctive or other relief may be granted which
would prohibit the making, using, or selling’ of a patented
invention under paragraph (1).

(4)For an act of infringement described i m paragraph (2)

(A) the court shall order the effecuve date of ‘any approval
of the drug involved in the infringement to be a date whichis not
earlier than the date of the expiration of the: patent Wthh has
been infringed,

(B) injunctive relief maybegramed against aninfringer to
prevent the commercial manufacture, use, or sale of an ap-
proved drug, and '

(C) damages or other monetary relief may be awarded

againstan infringer only if there has been commercial manufac-
ture, use, or sale of an approved drug.
The remedies prescribed by subparagraphs (A), (B), and (C) are
the only remedies which may be granted by a court for an act of
mfnngemem described in paragraph @3, except thatacourt may
award attorney fees under section 285.

(£)(1) Whoever without authority supplies or causes to be
supplied in or from the United States all or a substantial portion
of the components of a patented mvenuon where such compo-
nents are uncombined in whole or in part, in such manner as to

actively induce the combination of such components outside of
the United States in a manner that would infringe the patent if
such combination occurred within the United States, shall be
liable as an infringer.

(2) Whoever without authority supplies or causes to be sup-
plied in or from the United States any component of a patented
invention that is especially made or especially adapted for use
in the invention and not a staple article or commodity of
commerce suitable for substantial noninfringing use, where
such component is uncombined in whole or in part, knowing
that such component is so made or adapted and intending that
such component will be combined outside of the United States
in a manner that would infringe the patent if such combination
occurred within the United States, shall be liable as an infringer.

{Subsection (e) added Sept. 24, 1984, PublicLaw98-417, sec. 202,

98§ Stat, 1603.)
(Subsection () added Nov. 8, 1984, Public Law 98-622, sec. 101,

98 Stat. 3383.)

35 U.S.C. 272 Temporary presence in the United
States,

The use of any invention in any vessel, aircraft or vehicle of
any country which affords similar privileges to vessels, aircraft
or vehicles of the United States, entering the United States tem-
porarily oraccidentally, shall notconstitute infringement of any
patent, if the invention is used exclusively for the needs of the
vessel, aircraft or vehicle and is not sold in or used for the
manufacture of anything to be sold in or exported from the
United States.
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284 Damages.
285 Atiomney fees.
286 Time lnmtauon on dzmagcs >
287 Limitation on damages; marking and notice.
288 Action for infririgement of a patent containing an invalid claim.
289 Additional remedy for infringement of design patent.
290 Notice of patent suits.
291 Interfering patents.
292 False marking.
293 Nonresident patentee; service and notice.
294 Voluntary arbitration.

35 U.S.C. 281 Remedy for 'ifringement of patent.
A patentee shall have remedy by civil action for infringe-
ment of his patent.

35U.S8.C. 282 Presumption of validity; defenses

A patent shall be presumed valid. Each claim of a patent
(whether in independent, dependent, or multiple dependent
form) shall be presumed valid independently of the validity of
other claims; dependent or multiple dependent claims shall be
presumed valid even though dependent upon an invalid claim.
The burden of establishing invalidity of a patent or any claim
thereof shall rest on the party asserting such validity.

The following shall be defenses in any action involving the
validity or infringement of a patent and shall be pleaded:

(1) Noninfringement, absence of liability for infringement,
or unenforceability,

(2} Invalidity of the patent or any claim in suit on any
ground specified in part II of this title as a condition for
patentability,

(3) Invalidity of the patent or any claim in suit for failure to
comply with any requirement of sections 112or251 of thistitle,
(4) Any other fact or act made a defense by this title.

In actions involving the validity or infringement of a patent
the party assesting invalidity or noninfringement shall give
notice in the pleadings or otherwise in writing to the adverse
party at least thirty days before the trial, of the country, number,
date, and name of the patentee of any patent, the title, date, and
page numbers of any publication to be relied upon as anticipa-
tion of the patent in suit or, except in actions in the United States
Claims Court, as showing the state of the art, and the name and
address of any person who may be relied upon as the prior
inventor or as having prior knowledge of or as having previously
used or offered for sale the invention of the patent in suit, In the
absence of such notice proof of the said matters may not be made
at the trial except on such terms as the court requires.

Invalidity of the extension of a patent term or any portion
thereof under section 156 of this title because of the material
failure --

(1) by the applicant for the extension, or

(2) by the Commissioner,
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to comply wnh thc requu'emems of sm:h secnon shall be a
defense in any action mvolvmg the mfnngement of a patent

‘ adunngmepemdofﬂ\eextenmonofuswmandshallbe

pleaded. A due diligence determination muder secnon 156(d)(2)

:is not subject to review in. such an acuon.

(Anzmded]uly% 19685, Pubhc Law 89-83 sec. 10,79 Stat. 261;
ov 24,1975, Public Law94-131, sec. 10, 89 Stat. 692; Sept.24 1984,
Public l,aw 98-417 sec. 203, 98 Stat. 1603.) . C

35 U S C. 283 Injunctlon. ‘

The several courts having jurisdiction of cases under this
title may grant mjuncuons in accordance with the principles of
equity to prevent the violation of any right secured by patent, on
such terms as the court deems reasonable,

35 U.S8.C. 284 Damages.

Upon finding for the claimant the court shall award the
claimant damages adequate to compensate for the infringement
but in no event less that a reasonable royalty for the use made of
theinvention by the infringer, together with interestand costs as
fixed by the court.

When the damages are not found by a jury, the court shall
assess them. In either event the court may increase the damages
up to three times the amount found or assessed.

The court may receive expert testimony as an aid to the
determination of damages or of what royally would be reason-
able under the circumstances.

35 U.8.C. 285 Attorney fees,
The court in exceptional cases may award reasonable attor-
ney fees to the prevailing pasty.

35 U.8.C. 286 Time limitation on damages.

Except as otherwise provided by law, no recovery shali be
had for any infringement committed more than six years prior to
the filing of the complaint or counterclaim for infringement in
the action.

In the case of claims against the United States Government
for use of a patented invention, the period before bringing suit,
up to six years, between the date of receipt of a written claim for
compensation by the department or agency of the Government
having authority to settle such claim, and the date of mailing by
the Govesnment of a notice to the claimant that his claim has
been denied shall not be counted as a part of the period referred

to in the preceding paragraph.

35 U.8.C. 287 Limitation on damages; marking and
notice.

Patentees, and persons making or selling any patented
article for or under them, may give notice to the public that the
same is patented, either by fixing thereon the word “patent” or
the abbreviation “pat.”, together with the number of the patent,
or when, from the character of the article, this can not be done,
by fixing to it, or (o the package wherein one or more of them is
contained, a label containing a like notice. In the event of failure
so tomark, no damages shall berecovered by the patentee in any
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occumng afer such nonce Fxlmg of an acuon for mfrmgement
shall constxtute such notl ‘ L t

35 U S C 288 Actlon for mfrmgement of a patent
containing an invalid claim.

' Whenever, without deceptive intention, a claim of a patent
is invalid, an action may be maintained for the infringement of
a claim of the patent which may be valid. The patentee shali
recover no costs unless a disclaimer of the invalid claim has
been entered at the Patent and Trademark Office before the
commencement of the suit.

{Amended Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949,

35U.8.C.289 Additional remedy for infringement of
design patent.

Whoever during the term of a patent for a design, without
license of the owner, (1) applies the patented design, or any
colorable imitation thereof, to any article of manufacture for the
purpose of sale, or (2) sells or exposes for sale any article of
manufacture to which such design or colorable imitation has
been applied shall be liable to the owner to the extent of his total
profit, but not less than $250, recoverable in any United States
district court having jurisdiction of the parties.

Nothing in this section shall prevent, lessen, or impeach any
other remedy which an owner of an infringed patent has under
the provisions of thig title, but he shall not twice recover the
profit made from the infringement.

35 U.8.C. 290 Notice of patent suits.

The clerks of the courts ¢f the United States, within one
month after the filing of an action under this title shall give
notice thereof in writing to the Commissioner, setting forth so
far asknown the names and addresses of the parties, name of the
inventor, and the designated number of the patent upon which
the action has been brought. If any other patent is subsequently
inctuded in the action he shall give like notice thereof, Within
onemonth after the decision isrendered or a judgment issued the
clerk of the court shall give notice thereof to the Commissioner,
The Commissioner shall, on receipt of such notices, enter the
same in the file of such patent.

38 U.S.C. 291 Interfering patents.

The owner of an interfering patent may have relief against
the swner of another by civil action, and the court may adjudge
the auestion of validity of any of the interfering patents, in whole
orin part. The provisions of the second paragraph of section 146
of this title shall apply to actions brought under this section.

35 U.S.C. 292 False marking.

(ay Whoever, without the consent of the patentee, marks
upon, or affixes to, or uses in advertising in connection with
anything made, used, or sold by him, the name or any imitation
of the name of the patentee, the patent number, or the words
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or vmh the consent of the patent
Whoever marks upon ‘or affixes'to; or uses in advemsmg in
connection with any unpatented article, the word* t”
word or number importing the same 1§ patented for the purpose
of decewmg the pubhc, or’ ‘

Whoever marks’ upon, or aftlxes 0 r usesin adverusmg in
connection with any article, ‘the words “patent apphed for,”
“patent pendmg,” orany word i 1mportmg thatan apphcatwn for
patent has been made, when no apphcatlon for patent has beén
made, orif made, is not pendmg, for the purpose of deceiving the
public --

Shall be fined not more than $500 for each offense.

(b) Any person may sue for the penalty, in which event one-
half shall go the person suing and the other to the use of the
United States.

38 U.8.C. 293 Nouresident patentee; service and
notice.

Every patentee not residing 1+ *he United States may file in
the Patent and Trademark Office a written designation stating
the name and address of a person residing within the United
States on whom may be served process or notice of proceedings
affecting the patent or rights thereunder. If the person desig-
nated cannot be found at the address given in the last designa-
tion, or if no person has been designated, the United States
District Court for the District of Columbia shall have jurisdic-
tion and summons shall be served by publication or otherwise as
the court directs. The court shall have the same jurisdiction to
take any action respecting the patent or rights thereunder that it
would have if the patentee were personally within the jurisdic-
tion of the court.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.).

35 U.S.C. 294 Voluntary arbitration.

(a) A contract involving a patent or any right under a patent
may contain a provision requiring arbitration of any dispute
relating to patent validity or infringement arising under the
contract, In the absence of such a provision, the parties to an
existing patent validity or infringement dispute may agree in
writing to settle such dispute by arbitration. Any such provision
or agreement shall be valid, irrevocable, and enforceable, ex-
cept for any grounds that exist at law or in equity for revocation
of a contract.

(b) Arbitration of such disputes, awards by arbitrators and
confirmation of awards shall be governed by title 9, United
States Code, to the extent such title is not inconsistent with this
section. In any such arbitration proceeding, the defenses pro-
vided for under section 282 of this title shall be considered by the
arbitrator if raised by any party to the procecding.

(c) An award by an arbitrator shall be final and binding
between the parties to the arbitration but shall have no force or
effect on any other person. The parties to an arbitration may
agree that in the event a patent which is the subject matter of an
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ust forth the._pemnenc and manner of‘applying' '

mcdiﬁed by : any court of cmnpeaem junsdxcuon upol i apphca—
- tion by any party tothe a:bmanon Any suchmodification shall

governt the nghts and obhgmns between such pames f.rom the

dateofsnch modxﬁcauon. L

'(d) When anaward 1sm&eebyanarbm‘ator thepatentee !us
assignee or licensee shall give notice thereof in writing to the
Commissioner. There shall be a separate notice prepared for
each patent mvolved in such pmceedmg Such notice shall set
forth the names and addresses of the parties, the name of the
inventor, and the name of the patent owner, shall designate the
number of the patent, and shall contain a copy of the award. If
an award is modified by a court, the party requesting such
madification shall give notice of such modification to the
Commissioner. The Commissioner shall, upon receipt of either
notice, enter the same in the record of the prosecution of such
patent. If the required notice is not filed with the Commissioner,
any party lo the proceeding may provide such notice to the
Commissioner.

(e} The award shall be unenforceable until the notice re-
quired by subsection (d} is received by the Commissioner.

Added Aug. 27, 1982, Public Law 97-247, sec. 17(b)(1), 96 Stat.
322.)

CHAPTER 30 - PRIOR ART CITATIONS TO OFFICE
AND REEXAMINATION OF PATENTS
Sec.
30t Citation of prior art.
302 Request for reexemination.
303 Determination of issue by Commissioner.
304 Reexamination order by Commissioner.
305 Conduct of recxamination proceedings.
306 Appeal.
307 Cenificate of patentability, unpatentability, and claim
cancellation.

35 U.8.C. 301 Citation of prior art.

Any personatany time may cite to the Office in writing prior
art consisting of patents or printed publications which that
person believes to have a bearing on the patentability of any
claim of a particular patent. If the person explains in writing the
pertinency and manner of applying such prior art {0 at least one
claim of the patent, the citation of such prior art and the
explanation thercof will become a part of the official file of the
patent. At the written request of the person citing the prior art,
his or her identity will be excluded from the patent file and kept
confidential,

(Added Dee. 12, 1980, Public Law 96-517, sec. 1, 94 Stat, 3015.)

35 U.8.C. 302 Request for reexamination.

Any person at any time may file a request for recxamination
by the Office of any claim of a patent on the basis of any prior
art cited under the provisions of section 301 of this tide. The
requestmust bein writing and must be accompanicd by payment
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' cited prior art to every, claim. for:which. reexamination is re-

quested. Unless therequesung person is the ownerof the patent,
the Commissioner prompily will send a copy of the nquest to
theown@rofrecordofmepatent. L EET i oE:

(AddedDec 1"., 2980 Pubhc Law 96-517 sec. 1, 94 Stat. 3015.)

35 U S C 303 Determmatmn of :ssue by
Commissioner.

(a) Within threz months followmg the ﬁlmg of arequest for
reexamination under the provisions of section 302 of this title,
the Commissioner will determine whether a substantial new
question of patentability affecting any claim of the patent
concerned is raised by the request, with or without consideration
of other patents or printed publications. On his own initiative,
and any time, the Commissioner may determine whether a
substantial new question of patentability is raised by patents and
publications discovered by him or cited under the provisions of
section 301 of this title.

(b) A record of the Commissioner’s determmauon under
subsection (a) of this section will be placed in the official file of
the patent, and a copy promptly will be given or mailed to the
owner of record of the patent and to the person requesting
reexamination, if any.

(c) A determination by the Commissioner pursuant to sub-
section (a) of this section that no substantial new question of
patentability has been raised will be final and nonappealable.
Upon such a determination, the Commissioner may refund a
portion of the reexamination fee required under section 302 of
this title.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015.)

35 U.5.C. 304 Reexamination order by
Commissioner.

If, in a determination made under the provisions of subsec-
tion 303(a) of this title, the Commissioner finds that a substan-
tial new question of patentability affecting any claim of a patent
is raised, the determination will include an order for reexamina-
tion of the patent for resolution of the question. The patent
owner will be given a reasonable period, not less than two
months from the date a copy of the determination is given or
mailed to him, within which he may file a statement on such
question, including any amendment to his patent and new claim
or claims he may wish o propose, for consideration in the
reexamination. If the patent owner files such a statement, he
promptly will serve a copy of iton the person who has requested
recxamination under the provisions of section 302 of this title,
Within a period of two months from the date of service, that
person may file and have considered in the reexamination a
reply Lo any statement filed by the patent owner. That person
promptly will serve on the patent owner a copy of any reply
filed.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016.)
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be conducted according to the procedures cstabhshed for initial
examination under the provisiorsof sections 132 and 133 of this
title. In any reexamination proceeding under this chapter, the
patentowner will be permitied to propose any amendment to his
patentand a new claim or clairs thereto, in order to distinguish
the invention as claimed from the prior art cited under the
provisioas of section 301 of this title, orinresponse to a decision
adverse to the patentability of a claim of a patent, No proposed
amended or new claim enlarging the scope of a claim of the
patent will be permitted in a reexamination proceeding under
this chapter. All reexamination proceedings under this section,
including any appeal to the Board of Patent Appeals and
Interferences, will be conducted with special dispatch within the
Office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016;
amended Nov. 8, 1984, Public Law 98-622, sec, 204(c), 98 Star. 3388.)

35 U.S.C. 306 Appeal.

The patent owner involved in a reexamination proceeding
under this chapter may appeal under the provisions of section
134 of this title, and may seek court review under the provisions
of sections 141 to 145 of this title, with respect to any decision
adversetothe patentability of any original or proposed amended
or new claim of the patent.

{Added Dec, 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016.)

35 1.8.C. 3067 Certificate of patentability,
unpatentability, and claim cancellation.

(a) In a reexamination proceeding under this chapter, when
the time for appeal has expired or any appeal proceeding has
terminated, the Commissioner will issue and publish a certifi-
cate canceling any claim of the patent finally determined to be
unpatentable, confirming any claim of the patent determined to
be patentable, and incorporating in the patent any proposed
amended or new claim determined to be patentable.

(b) Any proposed amended or new claim determined to be
patentable and incorporated into a patent following a reexami-
nation proceeding will have the same effect as that specified in
section 252 of this titfe for reissued patents on the right of any
person who made, purchased, or used anything patented by such
proposed amended or new claim, or who made substantial
preparation for the same, prior Lo issuance of a certificate under
the provisions of subsection (aj of this section.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat, 3016.)

PART IV - PATENT COOPERATION TREATY

CHAPTER 35 - DEFINITIONS
Sec.
351 Definitions.
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: After the times for filing the statement and reply pmvxded '
. for by section 304 of this title have expired, resxamination will

361

(a) The term “trealy" means. the Patent Coopetauon Treaty
done at Washington, on June.19,1970. .. ..

(b) The term “Regulatxons” when capx, e_:d, means Lhe
Regulauons under the treaty, done at Washmgton on the same
date as the treaty. The term “regulanons” when not capnahzed
means the regulations estabhshed ‘byithe Commissioner under
this tidle.

(c) The term “mtemauonal apphcanon means an apphca-
tion filed under the treaty.

(d) The term “‘international apphcauon ongmatmg in the
United States” means an international application filed in the
Patent and Trademark Office when it is acting as a Receiving
Office under the treaty, irrespective of whetherornot the United
States has been designated in that international application.

(e) The term “international application designating the
United States” means an international application specifying
the United States as a country in which a patent is sought,
regardless where such intemational application is filed. :

() The term ‘“Receiving Office” means a national patent
office or intergovernmental organization which receives and
processes international applications as prescribed by the treaty
and the Regulations.

(g) The terms “International Searching Authority” and
“Internationial Preliminary Examining Authority” mean a na-
tional patent office or intergovernmenial organization as ap-
pointed under the treaty which processes international applica-
tions as prescribed by the treaty and the Regulations.

(h) The term “International Bureau” means the international
intergovernmental organization which is recognized as the
coordinating body under the treaty and the Regulations.

(i) Terms and expressions not defined in this part are to be
taken in the sense indicated by the treaty and the Regulations,

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 685;
amended Nov. 6, 1986, Public Law 99-616, sec. 2 (a)(b)(c)(1)(2)(3),
effective July 1, 1987.)

CHAPTER 36 - INTERNATIONAL STAGE
Sec.
361 Receiving Office.
362 International Searching Auvthority and International Preliminary
Examining Authority.
363 International application designating the United States: Effect.
364 International stage: Procedure.
365 Right of priority; benefit of the filing date of a prior application.
366 Withdrawn international application.
367 Actions of other authorities: Review.
368 Secrecy of certain inventions; filing international applications in
foreign countries,

35 U.S.C. 361 Receiving Office.

(a) The Patent and Trademark Office shall act as a Receiv-
ing Office for international applications filed by nationals or
residents of the United States. In accordance with any agree-
ment made between the United States and another country, the
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362 7
o PatentandTrademarkOfﬁcemayalsoactasaRecewmgOfﬁce

. for international applications filed by residerits ot nationals of -

such country who are entitled to file international apphcauons

~(b) The Patenit dnd Trademark Office shall pcrform all acts
connected with the discharge of duties reqmred ofa Recewmg
Office, mcludmg the collection of 1ntemanonal fees and thelr
transmittal to the Intemational Bureau. = *

(c) International applications filed in the Patent and Trade-
mark Office shall be in the English language.

(d) The international fee, and the transmittal and search fees
prescribed under section 376(a) of this part, shall either be paid
on filing of an international application or within such latertime
as may be fixed by the Commissioner.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686;
amended Nov. 8, 1984, Public Law 98-622, sec. 401(a), 98 Stat. 3391;
Nov. 6, 1986, Public Law 99-616, sec. 2 (d), effective July 1, 1987.)

350U.S.C. 362 International Searching Authority and

International Preliminary Examining Authority.

(a) The Patent and Trademark Office may actas an Interna-
tional Searching Authority and International Preliminary Ex-
amining Authority with respect to international applicationsin
accordance with the terms and conditions of an agreement
which may be concluded with the International Bureau, and
may discharge all duties required of such Authorities, including
the collection of handling fees and their transmittal to the
International Bureau,

(b) The handling fee, preliminary examination fee, and any
additional fees due for international preliminary examination
shall be paid within such time as may be fixed by the Commis-
sioner.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat, 686;
amended Nov. 6, 1986, Public Law 99-616, sec. 4, effective July 1,
1987.)

350U.8.C. 363 International application designating
the United States: Effect.

An international application designating the United States
shall have the effect, from its international filing date under
article 11 of the treaty, of a national application for patent
regularty filed in the Patent and Trademark Office except as
otherwise provided in section 102(e) of this title.

(Added Wov, 14, 1975, Public Law 94-131, sec. 1, 89 Stat, 686.)

35 U.8.C. 364 International stage: Procedure.

(a) International applications shall be processed by the
Patentand Trademark Office when acting asaReceiving Office,
International Searching Authority, or International Preliminary
Examining Authority in accordance with the applicable provi-
sions of the treaty, the Regulations, and this title.

(b) Anapplicant’s failure to act within prescribed time limits
in connection with requirements pertaining (0 a pending inter-
national application may be excused upon a showing satisfac-
tory tothe Commissioner of unavoidable defay, 1o the extentnot
precluded by the treaty and the Regulations, and provided the
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" conditions 1mlpc:sed by the vff l_gegulauons regardmg
the excuse o .,uch fallure to ac dre 'mphed wnh

(Subsecuon (a) amendedNov 6 1986 Pubhc Law99 616 sec. 5

effecuve July 1, '1987.) :
(Subsecuon (b) added Nov 14 1975 Pubhc Law 94 131 ‘sec. 1

89 Stat 686. 6.

35U. S C 365 nght of prlonty, beneht of the filing
date of a prior application.

(a) In accordance with the condiiions and requirements of
section 119 of this title, a national application shall be entitled
to the right of priority based on a prior filed international
application which designated at least one country other than the
United States.

(b) Inaccordance with the conditions and requirementof the
first paragraph of section 119 of this title and the treaty and the
Regulations, an international application designating the
United States shall be entitled to the right of priority basedon a
prior foreign application, or a prior intemational application
designating at least one country other than the United States.

(c) In accordance with the conditions and requirements of
section 120 of this title, an international application designating
the United States shall be entitled to the benefit of the filing date
of aprior national application or a prior international application
designating the United States, and a national application shail be
entitled 1o the benefit of the filing date of a prior international
application designating the United States. If any claim for the
benefit of an carlier filing date is based on a prior international
application which designated but did not originate in the United
States, the Commissioner may require the filing in the Patent
and Trademark Office of a certified copy of such application
together with a translation thereof into the English language, if
it was filed in another language.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat, 686.)

35 U.8.C. 366 Withdrawn international application.

Subject to section 367 of this part, if an international appli-
cation designating the United States is withdrawn or considered
withdrawn, either generally or as to the United States, under the
conditions of the treaty and the Regulations, before the appli-
cant has complied with the applicable requirements prescribed
by section 371(c) of this part, the designation of the United
States shall have no effect after the date of withdrawal and shall
be considered as not having been made, unless a claim for
benefit of a prior filing date under section 365(c) of this section
was made in a national application, or an international applica-
tion designating the United States, filed before the date of such
withdrawal, However, such withdrawn international applica-
tion may serve as the basis for a claim of priority under section
365 (a) and (b) of this part, if it designated a country other than
the United States.

(Amended Nov. 8, 1984, Public Law 98-622, scc. 401(b), 98 Stat.
3391)
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35U. S C.: 36‘1 Actlons efather authnriues. Revnew.
(a) Where a Receiving Office. other: than the Patent and

Trademark Office has refused o accord an international filing

date to an international -application: designating the -United
States or where it has held such application to be withdrawn
either generally or as to the United States, the applicant may
request review of the matter by the Commissioner, on compli-
ance with the requirements of and within the time limits speci-
fied by the treaty and the Regulations. Such review may result
in a determination that such application be cons:dered as pend-
ing in the national stage. .

(b) The review under subseumn (a) of thlS seclmn subject
to the same requirements and conditions, may also be requested
in those instances where an intemational application designat-
ing the United States is considered withdrawn due to a finding
by the International Bureau under article 12(3) of the treaty.

(Added Nov. 14, 1975, Public Law 94-131. sec. 1, 89 Stat. 687.)

38 U. 8.C. 368 Secrecy of certain inventions; filing
international applications in foreign countries.

(a) International applications filed in the Patent and Trade-
mark Office shall be subject & the provisions of chapter 17 of
this title.

(b) In accordance with article 27(8) of the treaty, the filing
of an international application in acountry other than the United
States on the invention made in this country shail be considered
to constitute the filing of an application in a foreign country
within the meaning of chapter 17 of this title, whether or not the
United States is designated in that international application.

{(c) If a license to file in a foreign country is refused or if an
international application is ordered to bekept secretand a permit
refused, the Patent and Trademark Office when acting as a
Receiving Office, International Searching Authority, or Inter-
national Preliminary Examining Authority, may not disclose
the contents of such application to anyone not authorized to
receive such disclosure,

{Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 687;
amended Nov. 6, 1986, Public Law 99-616, sec. 6, effective July 1,
1987.)

CHAPTER 37 - NATIONAL STAGE
Sec.
371 National stage: Commencement.
372 Wational stage: Requirements and proceduse.

373 Improper Applicant.
374 Publication of international application; Effect.
375 Patent issued on intemational application: Effect.

376 Fees.

38 U.8.C. 371 National stage: Commencement.

(a) Receipt from the International Bureau of copies of inter-
national applications with any amendments to the claims, inter-
nationa’ search reports , and international preliminary examina-
tion reports including any annexes thereto may be required in
the case of international applications designating or electing the
United States.
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371
(b)Subjecmsubwctson(t)ofthnssecnon thenational stage

~ shall commence with the expiration of. the‘applicable time liniit

mdcrsmcle 22:(1) or(2); or under article39(1X(a) of the treaty:
= (c)The: apphcam shall: file inthe Patent ‘and: Trademark

Off iCe ~—

{1 the nauonal fee prescnbed under secuon 376(a )(4) of
this part; -

2)a copy of the mcematlonal apphcauon, unless not
required under subsection (a) of this secticn or already commu-
nicated by the Iniemational Bureau, and a translation into the
Enghsh language of the international application, if it was filed
in another language;

(3) amendments, if any, to the claims in the international
application, made under article 19 of the treaty, unless such
amendments have been communicated to the Patent and Trade-
mark Office by the International Bureau, and s translation into
the English language if such amendments were made in another
language;

(4) an oath or declaration of the inventor (or other person
authorized under chapter 11 of this title) complying with the
requirements of section 115 of this title and with regulations
prescribed for oaths or declarations of applicants;

(5) a translation into the English language of any annexesto
the international preliminary examination report, if such an-
nexes were made in another language.

(d) The requirement with respect to the national fee referrcd
to in subsection (c)(1), the translation referred to in subsection
(c)(2),and the oath or declarationreferred to in subsection (c)(4)
of this section shall be complied with by the date of the
commencermnent of the national stage or by such later time as
may be fixed by the Commissioner. The copy of the intcrna-
tional application referred (o in subsection (c)(2) shall be
submitied by the date of the commencement of the national
stage. Failure 10 comply with these requirements shall be
regarded as abandonment of the application by the parties
thereof, unless it be shown io the satisfaction of the Commis-
sioner that such failure to comply was unavoidable. The pay-
ment of a surcharge may be required as a condition of accepting
the national fee referred to in subsection (c)(1) or the oath or
declaration referred toin subsection (c}(4) of this section if these
requirements are not met by the date of the commencement of
the national stage. The requirements of subsection (c)(3) of this
section shall be complied with by the date of the commencement
of the national stage, and failure to do so shall be regarded as a
cancellation of theamendments to the claims in the international
application iade under article 19 of the treaty. The requirement
of subsection (¢)(5) shall be complied with at such time as may
be fized by the Commissioner and failure to do so shall be
regarded as cancellation of the amendments made under article
34(2)(b) of the treaty.

(e) After an internationai application has entered the na-
tional stage, no patent may be granted or refused thercon before
the expiration of the applicable time limit under article 28 or
article 41 of the treaty, except with the express consent of the
applicant. The applicant may present amendments to the speci-
fication, claims, and drawings of the application after the
national stage has commenced.
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372

D) Attheexpuss requestof theapphmt. ﬂ;enauonal stage
0f pmcessmg may -be commenced at any. time:at whichthe
application is: in order. for such: purpose and:the applicable
reguirements of subsection (c).of this-section have been com-
phed wuth s

(Subsecuon (a) amended. Nov 6 1986 Pubhc Law 99-616 sec.

7(a).) :
(Subsccuon (&) amended Nov 6 1986 Puhhc Law 99-616 sec.

7(b).)
(Subsection (c) m’mnded Nov. 6, 1986 Public Law 99-616, sec.

7(d).)
(Subsection (d) amended Nov. 6, 1986, Public Law 99- 616 sec.

7e).)
(Subsection (e) amended Nov. 6, 1986, Public Law 99-616, sec.

7(£).)
{Subsection (f) amended Nov. 8, 1984, Public Law 98-622, sec.

402(b), 98 Stat. 3391.)

35 U.S8.C. 372 National stage: Requirements and
procedure.

(a)All questions of substance and, within the scope of the
requirements of the treaty and Regulations, procedure in an
international application designating the United States shall be
determined as in the case of national applications regularly filed
in the Patent and Trademark Office.

(b) In case of international applications designating but not
originating in, the United Stat

(1) the Commissioner may cause to be reexamined ques-
tions relating to form and contents of the application in accor-
dance with the requirements of the treaty and the Regulations;

(2) the Commissioner may cause the question of unity of
invention to bereexamined under section 121 of this title, within
the scope of the requirements of the treaty and the Regulations;
and

(3) the Commissioner may require 3 verification of the
translation of the international application or any other docu-
ment periaining to the application if the application or other
document was filed in a language other than English,

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689;
amended Nov. 8, 1984, Public Law 98-622, sec.402(e), 98 Stat. 3392.)

35 U.S.C. 373 Improper Applicant.

An international application designating the United Staes,
shall not be accepted by the Pateni and Trademark Office forthe
national stage if it was filed by anyone not qualificd under
chapter 11 of this title to be an applicant for the purpose of filing
a national application in the United States. Such international
applications shall not serve as the basis for the benefit of an
eartier filing date under section 120 0f this title in a subsequently
filed application, but may serve as the basis for a claim of the
right of priority under section 119 of this title, if the United
States was not the sole country designated in such international

application.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689.)
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35 U.8.C.37 ':P‘ubhcatlon ‘of: mternauona EER P e
j -application; Effect. . L
Thepubhcamn under the treaty of an mtcmauonalapphca—
mnshallcanfernonghtsandshallhavenoeffectunder tlusutle
other than that of a pnmed publxcauon :

(Added Nov 14 1975 Pubhc Law 94 131 sec. 1, 89 Stat 689)

35 U S C. 375 Patent lssued on. mternatmnal
8 application: Effect

(a  Apatent maybe issued by the Commissioner basedonan
international application designating the United States, in ac-
cordance with the provisions of this title. Subject to section
102(e) of this title, such patent shall have the force and effect of
a patent issued on a national application filed under the provi-
sions of chapter 11 of this title.

(b) Where due to an incorrect translation the scope of a
patent granted on an international application designating the
United States, which was not originally filed in the English
language, exceeds the scope of the international application in
its original language, a court of competent jurisdiction may
retroactively limit the scope of the patent, by declaring it
unenforceable to the extent that it exceeds the scope of the
international application in its original language.

(Added Nov. 14, 1975, Public Law 94.131, sec. 1, 89 Stat. 639.)

35 U.S.C. 376 Fees.

(a) The required payment of the intemational fee and the
handling fee, which amounts are specified in the Regulations,
shall be paid in United States currency. The Patent and Trade-
mark Office may also charge the following fees:

(1) A transmittal fee (see section 361(d)):

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid when required);

(4) A national fee (see section 371(c));

(5) A preliminary examination fee and any additional fees
(see section 362(b)).

(6) Such other fees as established by the Commissioner.

(b) The amounts of fees specified in subsection (a) of this
section, except the international fee and the handling fee, shall
be prescribed by the Commissioner. He may refund any sum
paid by mistake or in excess of the fees so specified, or if
required under the treaty and the Regulations. The Commis-
sioner may also refund any part of the search fee, the preliminary
examination fee and any additional fees, where he determines
such refund to be warranted.

(Added Nov. 14, 1975, Public Law 94-131, scc. 1, 89 Stat. 690,
amended Nov. 8, 1984, Public Law 98-622, scc. 402(g), 98 Stat. 3392;
Nov. 6, 1986, Public Law 99-616, sec. 8(a) & (b).)

LAWS NOT IN TITLE 35, UNITED STATES CODE

18 U.S.C. 1001 Statements or entries generally.
Whocver, in any matter within the jurisdiction of any depart-
ment or agency of the United States knowingly and willfully
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falsifies, conclwls or covers up by any trick, scheme, or device
a material fact, or makes any false, fictitious or fraudulent
statements orrepresentations, or makesorusesany false writing
or document knowing the same (o contain any false, fictitious or
fraudulent statement or entry, shall be fined not more than
$10,000 or imprisoned not more than five vears, or both.

18 U.S.C. 2071 Concealment, removal, or mutilation
generally.

(a) Whoever willfully and unlawfully conceals, removes,

mutilates, obliterates, or destroys, or atiempts to do so, or, with

intent to do so takes and carries away any record, proceeding,

18 U.S.C. 2071

map, boek, paper, document, or other thing, filed or deposited
with any clerk or officer of any court of the Umted States, orin
any public office, or with any judicial or public officer of the

- United States, shall be fined not more than $2,000 or imprisoned

not more than three years, or both.

(b) Whoever, having the custody of any such record, pro-
ceeding, map, book, document, paper, or other thing, willfully
and uniawfully conceals, removes, mutilates, obliterates, fal-
sifies, or destroys the same, shall be fined not more than $2,000
or imprisoned not more than three years, or both; and shall
forfeit his office and be disqualified from holding any office
under the United States.
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Effect of adverse interference decision ......cuseucisssses 135
Exchange of printed copies with foreign countries ......... 12
Fee O iSSUING .- cvevereeonerensrnsesssarersaeses 41
Filing application in foreign country ......c.eensecrnses 184
For what Sranied .......eceeeiemssersensrensinsssseseseane 101
Foreign knowledge or use no bar to grant of ...c.evenuee 102
How issued, attested, and recorded 153
May be grented 10 aSSIZNEE .....ccevirvvneserececrsnrnrsrarsaensne 152
May be withheld in certain cases ......ceerrseerssrressesese 181
Obtainable by Civil 8CHON ...ieecrvenirsnsesressrnssassssessinnanes 145
Personal property ...... 261
Plant (See Plant patents)

Presumption of validity ......ccceeeescecrsreeerens 282
Price of copies .....cooveerreve 41(a)9
Printing Of v..cccvccvnceirvaresressssorsssosscsrossssrsssarans 11
Reissuing of, when defective 251

Rights of invention made with federal assistance 200 - 212
Restrictions on officers and employees of Patent

and Trademark Office as 10 INIETESL iN .uvuvrvreveccceresenss 4
Surrender of, to take cffect on reissue. ......covorensersvsrensers 251
Term ...154, 155, 155A, 156
Time of issue, payment of iSSUE fE€ ....ccvvnerinsesssrsorinens 151
To be suthenticated by seal of Patent and Trademark
OffiCC wernnvrnnnrisirironinirissnisnmuisisissssssisssissnsosssssssssnasans
WHER 10 ISSUC 1everrrvsissmmssnsmsissrassssnssssrsssssssassrsssses eeenns
Withheld for nonpayment of issue fee
Payment to international intergovernmental orgamzauons ............ 6
Photolithography: Headings of drawings printed .....coouvevrccnenanne. 11
Piant patents:
ClaIMN co.rsrrrricsrerisnnnssassisseseranessersressssssmasasnsserasearas 162, 164
DESCHIPLION ..ovvvvcvrrirern e et sasasssesnsesas 162, 163
Nature of Tight ..cvceecce e sctrecsene e ctsnsssnnes 163
Plants patentable ......vceverecercrinccnrecnianacs 161
Secretary of Agriculture to fumish information and
detail CIMPIOYEES ...cvvvvrerirrerecserarsrssnsersssnssessassssnesesssraserssanssse 164
Pleading and proof in action for infringement .........ccveeeusvecineenes 282
Practical application, defined ......o.ccvmvervrniirecsnsiensnnnnserescnsnsnenses 200
Presumption of validily of patents ..........ccerivvvcsrvenirnssnnecnnenes 282
Printed publication bar to @ patent ..., 102
Printing:
Decisions in patent CaSES .. u v immmomsmmmsmmsssmsisrens 1
Of papers filed oo st 22
Patent and Trademark Office ..ccvivviiiiiennninnes vessesoseseas 11
Printing headings of drawings by Patent and Trademark
OFICE cervrvrisrveirerssireisinesemmssmssscrissassssssssssssssosonsssesstsens 1
Prior Art:
CHAUON OF 1ovvrivinviririenrcrvnisvvisirsrcsesmsassessossssmssssssssssassss 30
Prior patenting or publication bar 10 patent .......cuveerstenrens 102
Priofity, fOreign .evecinircnsinnisiesmiiesnien e 119, 365
Priority of inVENLion ... 102
Priority of invention, determined by Board of Patent
Appeals and INLEIIErences .....vvvvimirvinscsismineeissnonns 135

L- 40




PATENT mws PR AR

| e ’ PATENT LAWS INDEX
Priority, right of, under treaty or law. 119 . ngum of inventor necessary o apphcauon SOOI § § |
For design apphcanons ' 172 . Small business firm, defined 200
-Process patentable : .101 Specification(s):
Property of Patent and Trademark Office 1,6 Contents of 112
Public use or sale 102 If defective, reissue to correct 251
Of invention ber to a patent 102 Keeping of 1
Publication of international application effect ......cccovunimnerininens 374 Part of patent . 154
Publications regarding patents and trademarks...........ccceesersersees 11 Printing of 11,41
Uncertified copies, price of 41
R Specimens, may be required ..........cooreeurenninnns 114
B Statutory invention registration 157
Receiving office 351, 361, 364, 367, 368 Subpoenas to witmesses 24
R@ording of assignments 261 Suit against the United States 286
Records of Patent and Trademark Office: Suit in equity (See Civil Action)
Keeping of 1 Sunday, time for action expiring on 21
Reexamirsrion procedure
Appeal 306 T
Certificate of patentability, unpatentability, and
claim cancellation 307 Term of patent:
Citation of 301 DESIEN wovverveenrerssresiamsnsmmsnsmsmsnssnsessnsssssnssasssssrsssensessasesses 173
Conduct of reexamination proceedings.........oererersreececs 305 Disclaimer of ......cccvervvereseverens 253
Determination of issue by CommiSsioner ........cerceerrerens 303 EXIENSION ..cucorrrvrernensasnsneresesesavasesnsnsnss 155, 156
Reexamination order by Commissioner 304 Period 154
Request for reexamination 302 ReSLOTAUON «ovensercncrsrsmessssrsmmosassnsnsssssssssersisssssssesnsssoses 155A
Reexarination to be mede afier first rejection, if desired .......... 132 Testirnony, rules for taKiNg .........eersmmersmsersssrsesmmmsersrsosersersassossosss 23
References, to be cited on examination 132 Time:
Refundment of money paid by mistake of ifi EXCESS ...cervrsrssrorsras 42 Expiring on Saturday, Sunday or holiday .....ccmmsssssese 21
Reissue of patents: For payment of iSSUE .........ccorreerercscessncseersarsenns 151
Application fee 41(a)yd For taking action in GOVEnNMENL CASES .. vrmemererereses 267
Application may be made by assignee in certain cases .............. 251 Within which action must be taKen ....eccveeveirsnrnrersarnsens 133
By reason of defective claims 251 Title of INVENON ocevvrremnsnnrivsssmemresissssnsnssssssssrosssanssnssasssrassss 154
Effect of 252 Trademarks, Reference to 1,2,6,11
For unexpired term of original patent ..........cvvcevsrereries 251
Intervening rights 252 U
Of defactive patents 251
To contain no new matter 251 Unauthorized diSCIOSUTE wovvriinminssnsinsmssemeresesessessmessisssssssarsssens 182
Rejection, spplicant shall be notified of reasons for patent ........ 132 Unauthorized person may not lawfully assist persons in
Report to Congress, annual 14 transaction of business before the Office .......ovvvverrne.r 33
Restoration of patent 155A United States as designated office .........cccereerecrsrenssrsssnenesesesens 363
Restrictions on officers and employees of Patent and United States, defiNed .......ccvvveressersresnssesssessomssssssssssorssssesesasses 100
Trademark Office as to interest in PALENLS ...cvvereersiorees 4 Unpatented article, penalty for deceptive marking ........c...ccreu... 292
Right of foreign priosity 365 Use in foreign countrics, no bar to grant of patent.............v.er... 102
Right to compensation because of secrecy order ........c.ccvucuvunne. 183
Rules for taking testimony, Commissioner to establish..........c...... 3 v
Rules of practice:
Authority for 6 Voluntary Arbitration ........vesserressrsvssesssesssrssserens 294
Printing of 11
W
S
Withdrawal of international applic8tOn .....u...vvsmnssrssnsssssanieees 366
Saturday, time for action expiring on 21 WithBolding of PAIENAE su.eceemresmusmssmsssmssssmmssssmmssssssssamssssssssosseses 181
Seal of Patent and Trademark Office ...umvmsrssorssosiossssvsssrossssirsnss 2 Witness:
Secrecy of applications 122 Failing to attend or £efusing 10 (SUEY covevvvrsreensrurisenseiens 24
Secrecy of certain INVENLONS vuvverveussusumsessissmssessssssssresas 18110 188 Fees of, interference Cases ... e SN 24
Secrecy of international applications 368 In interference summoned by clerk of United States cout........... 24
SECTECY OTAET suvvrrrsrssseossvsvssrssivsssarssssssosssnsesessissssssssssssssssssrorsrsssonss 181
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