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1201 Introduction [R-9]

The Patent and Trademark Office in administering the
Patent Laws makes many decisions of a discretionary nature
which the applicant may feel deny him or her the patent
protection to which he or she is entitled, The differences of
opinion on such mat, .. ..on be justly resolved only by prescrib-
ing and following judicial procedures, Where the differences of
opinion concern the denial of patent claims because of prior art
or material deficiencies in the disclosure set forth in the appli-
cation, the questions thereby raised are said to relate 1o merits,
and appeal procedure within the Patent and Trademark Office
and to the courts has long been provided by statute,

The line of demarcation between appealable matters for the
Board of >Patent< Appeals >and Interferences (Board)< and
petitionable matters for the Commissioner of Patents and Trade-
marks should be carcfully observed. The Board will not ordinar-
ily hear a question which it belicves should be decided by the
Commissioner, and the Commissioner will not ordinarily enter-
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tain a petition where the question presented is an appealable
matter. However, since 37 CFR 1.181(f) states that any petition
not filed within two months from the action complained of may
be dismissed as untimely and since 37 CFR 1.144 states that
petitions from restriction requirements must be filed no later
than appeal, petitionable matters will rarely be present in a case
by the time it is before the Board for a decision. Note In re

Hengehold, >440F.2d 1395, <169 USPQ473 (CCPA 1971). **

1203 Composition of Board {R-9]

35U.8.C. 7 provides for a Board of >Patent< Appeals >and
Interferences< as follows:

35 US.C.7 Board of >Patent< Appeals >and Interferences<

>(aj< The examiners-in-chief shall be persons of coinpetent legal
knowledge and scientific ability, who shall be appointed >to<* the
>competitive<®* gervice, The Commissioner, the Deputy Commis-
sioner, the Assistant Commissjoners, and the examiners-in-chief shall
constitute >the<* Board of >Patent< Appeals >and Inteiferences.<

>(b) The Board of Patent Appeals and Interferences shall<* on
written appeal of >au<* applicant,* review adverse decisions of
examiners upon applications for patents > and shall determine priority
and patentability of invention in interference declared under section
135(a) of this title<. Each appeal >and interference< shall be heard by
atlcast three members of the Board of >Patent< Appeals >and Interfer-
ences, who shall<** be designated by the Commissioner, >Only the<*
Board of >Patent< Appeals >and Interferences< has >the authority< to
grant rehearings,

>(c)<Whenever the Commissioner considers it necessary >, in
order to keep current<** the work of the Board of >Patent< Appeals
>and Interferences, the Commissioner<** may designate any patent
examiner of the primary examiner grade or higher, having the requisite
ability, to scrve as examiner-in-chief for periods not exceeding six
months each. An examiner so designated shall be qualified to act as a
member of the Board of >Patent< Appeals >and Interferences<. Not
more than one >of the members<** of the Board of >Patent< Appeals
>and Interferences< hearing an appeal >or determining an interference
may be an examiner so designated<**. The Secretary of Commerce is
authorized to fix the >pay<** of ecach designated examiner-in-chief in
the Patent and Trademark Office at not >to exceed<** the maximum
% rate >of basic pay payable for<** grade GS-16 of the General
Schedule »under section 5332 of title 5<**, The ** rate of basic
>pay<* of each >individual< designated examiner-in-chief shall be
adjusted, at the close of the period for which >that individual<* was
designated to act * examiner-in-chief, to the #* rate of bagic >pay that
individual<®* would have been receiving at the close of such period if
such designation had not been made.

If subsequent to the hearing, but prior to the decision, a
Board member who heard the sappeal<” becomes unable to
participate in the decision for some rcason, the >Chairman of the
Board, at his discretion, may without a rchearing substitute a
different Board member for the one who is incapacitated, or he
may offer the< applicant **>the opportunity for< a rehearing
#, >Sce In re Bose Corporation, 772 F.2d 866, 227 USPQ 1
(Fed, Cir, 1985).<

Should a member dic or otherwise become unavailable (for
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cxample, retirement) o reconsider a decision, **>normally
another< member *>will< be designated >by the Chairman of
the Board< as a substitute for the absent member.

1204 Administrative Handling [R-9}

Ex parte appeals to the Board **, and all papers relating
thereto, are forwarded to the examining group fordocketing. All
appcal papers, such as the notice of appeal, appeal brief and
request forextension of time tofile the brief are processed by the
appropriatc ¢xamining group.

The clerk in charge of handling appeals in the examining
group is solely responsible for completion of all phases of
appeal clerical procedure. All communications from the Board
and all signed Office communications relating to appeals from
the * examiners should be given to the group appeals clerk.
To insure that all records are current, memorandum form PTO-
262 is attached to the file wrapper when it is ren.anded by the
Board **, It is important that this memorandum be promptly
completed and forwarded by the group if the application is
allowed, the prosecutior is reopened, a continuation application
is filed or if the appeal is discontinued for any other reason, **

If the brief is not filed within the time designated by 37 CFR
1.192, the clerk will notify the applicant that the appeal stands
dismissed.

“SPECIAL CASE"

Subjectalone to diligent prosecution by the applicant, an ap-
plication for patent that once has been made special and ad-
vanced out of turm by the Commissioner or an Assistant Com-
missioner for examination will continue to be special through-
out its entire course of prosccution in the Patent and Trademark
Office, including appeal, if any, to the Board**,

A petition to make a case special after the appeal has been
forwarded to the Board ** may be addressed to the Board.
However, no such petition will be granted unless the brief has
been filed and applicant has made the same type of showing
required by the Commissioner under 37 CFR 1.102. Therefore,
diligent prosecution is essential to a favorable decision on a
petition to make special.

1205 Notice of Appeal [R-9]

35US.LC. 134. Appeal to the Board of >Patent< Appeals >and Inter-
Jerences<.

An applicant for a patent, any of whose claims has been twice
rejecied, may appeal from the decision of the primary examiner to the
Board of >Patent< Appeals »and Interferences<, having once paid the
fee for such appeal.

w435 US.C. 41, Patent fees

(a) The Commissione, shall charge the following fees:
ook e

6. On >filing an< appeal from the examiner to the Board of
>Patent< Appeals >and Interferences<, $115; in addition, on filing &
briel in support of the appeal, $115, and on requesting an oral hearing
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>in the appeal< before the Board of >Pateni< Appeals >and Interfer-
ences<, $100.

¥ NOTE: Under 35 U.S.C, 41(F), the amouts ofthe fees have
been increased by rule; see 37 CFR 1,17(e) for current fee ¢
amounts.

37 CFR 1.17 Patent application processing fees.
TTEE
{c) For filing anotice of appeal from the examiner to the Board of
>Patent< Appeals >and Interferences<:
Ry a small entity (§ 1.9(D)) ccoovrvvimvrcmiiininncninnns $65.00<*
By other than a small entity ....ooeeiviennenninnimimnin >130.00<*
(H)In addition to the fee for filing anotice of appeal, for filing abricf
in support of an appeal:
By a small entity (§ 1.9(D)) oovvvvccrrsvmvimnissiiinenns >65.00<*
By other than a small enlity ........ovmviiennaninnnncne >130.00<*
(g) For filing a request for an oral hearing before the Board of
>Patent< Appeals >and Interferences in an appeal under 35 U.S.C.
134<:

By a small entity (§ 1.9(0)) ...ccorvvvvnmnninnninsnnnn >55.00<*
By other than & small entity .....ocvevevvvnriieiennciinninnn, >110.00<*
LA ]

37 CFR 1.191. Appeal to Board of >Patent< Appeals >and Interfer-
ences.<

(a) Every applicant for a patent or for reissuc of a patent, or every
owner of a patent under reexamination, any of the claims of which have
been twice rejected, or who has been given a final rejection (§ 1.113),
may, upon the payment of the fee set forth in § 1.17(e), appeal from the
decision of the examiner to the Board of >Patent< Appeals >and
Interferences< within the time allowed for response.

(b) The appeal in an application must identify the rejected claim or
claims appealed, and must be signed by the applicant or duly authorized
attorney or agent. An appeal in a reexamination proceeding must
identify the reiected claim or claims appealed, and must be signed by
the patent cwner or Guly suthorized attomney or agent,

(c) ** An appeal when taken must be taken from the rejection of all
claims under rejection which appiicant or patent owner proposes to
contest, Questions relating to matters not affecting the merits of the
invention may be required to be settled before an appeal can be
considered.

>(d) The time periods set forthin §§ 1.191 through 1.194, 1,196 and
1.197 are subject to the provisions of § 1.136 for patent applications or
§ 1.550(c) for reexamination proceedings.<

An applicant or patent owner in a reexamination proceeding
dissatisficd with the primary examiner’s decision in the second
or final rejection of his or her claims may appeal to the Board *#
for review of the examiner’s rejection by filing a notice of
appeal, signed by the applicant, patent owner or his or her
attorney, and the required fee set forth in *>37 CFR< 1.17(e).

The notice of appeal must be filed within the period for
response sct in the last Office action, which is normally three
months for applications. Scc >MPEP< § 714.13. Failure to
>remove all grounds of rejection and otherwise< place an appli-
cation in condition for allowance >in the absence of new
rejections< or to file an appeal after final rejection will result in
the application becoming abandoned, even if one or more
claims have been allowed except where claims suggested for
interference have been copied. The Notice of Appeal and
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appropriate fee may be filed up 1o six months from the date of
the final rejection, so long as an appropriate petition and fee for
an extension of time is filed either prior to or with the Notice of
Appeal. Failure to file an appeal in a reexamination procecding
will result in issuance of the certificate under >37 CFR< § 1.570.

*>37 CFR< 1.191 provides for appeal to the Board ** by the
patent owner from any decision in a reexamination procecding
adverse to patentability, in accordance with 35 U.S.C. 306. Sce
also >MPEP< § 2273.

The use of a separate letter containing the notice of appeal
is strongly recommended. The wording of the letter could be as
follows:

NOTICE OF APPEAL FROM THE EXAMINER TO THE
BOARD OF >PATENT< APPEALS >AND INTERFERENCES<
In re application of:
Serial or Patent No:
For:
Filed:
Group Art Unit:
To Commissioner of Patents and Trademarks
Sir:

Applicant or patent owner hereby appeals to the Board of >Patent<
Appeals >and Interferences< from the decision dated ............ of the
Examiner finally rejecting elaims ......c.evei

The item(s) checked below are appropriate:

1.{ ] An extension of time to respond to the final rejection:
a.{ ) was obtained on vviverennicerennnne for v months(s).
b. [ ]is hereby requested under 37 CFR 1.136,
2.[ ] Appeal fee amount ................
[ 1Extension of time fee amount ...
a.[ ] Enclosed
b. { ] Charge to Deposit Account No, ..cvvererincinens
(One additional copy of this Notice is enclosed herewith.)

(Signature (37 CFR 1.191(b))

(Correspondence address)
MATTERS HANDLED CONCURRENTLY WITH APPEAL

** The Patent and Trademark Office does not acknowledge
receipt of a Notice of Appeal by separate letter. However, if a
scif-addressed Post Card is included with the Notice of Appeal,
it will be date stamped and mailed,

Form Paragraphs 12.01-12,.07 may be used to indicate
defects in a Notice of Appeal,

§ 12.0] Notice of appeal unacceptable — fee unpaid

The Notice of Appeal filed on [1] is not acceptable because the
appeal fee required under 37 CFR 1.17(e) was not filed, or was not
timely filed. Applicant may obtain an extension of time under 37 CFR
1.136(a) to file the Notice of Appeal and the appropriate fee, The date
on which the Notice of Appeal, the appeal fee, the petition under 37
CFR 1,136(4), and the petition fee are filed will be the date of the
response and also the date for determining the period of extension and
the corresponding amount of the fee. In no case may an applicant
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respond later than the maximum six month statutory period or obtain
an extension pursuant to 37 CFR 1.136(a) for more than four months
beyond the date of response set in an Office action.

§ 12.02 Notice of appeal unacceptable — no 2rd rejection

The Notice of Appeal filed on | 1] is not acceptable because there
has been no second or final rejection in this application, as required
under 37 CFR 1.191.

¥ 12.03 Notice of appeal unacceptable — not timely filed

The Notice of Appeal filed on [1] is not acceptable because it was
filed after the expiration of the period set in the prior Office action. This
application will become abandoned unless applicant obtains an exten-
sion of time under 37 CFR 1.136(a). The date on which the Notice of
Appeal, the appeal fee, the petition under 37 CFR 1.136(a), and the
petition fee are filed will be the date of the response and also the date
for determining the period of extension and the corresponding amount
of the fee. In no case may an applicant respond later than the maximum
six months statutory period or obtain an extension pursuant to 37 CFR
1.136(a) for more than four months beyond the date of response set in
an Office action.

§ 12.04 Notice of appeal unacceptable — claims allowed
The Notice of Appeal filed on (1] is not acceptable because a letter
of allowability was mailed by the Office on {2].

7 12.05 Notice of appeal defective — unsigned

The Notice of Appeal filed on [1} is defective because it is
unsigned. A ratification, properly signed, is required.

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EXPIRA-
TION OF THE PERIOD FOR RESPONSE SET IN THE LAST
OFFICE ACTION, WHICHEVER IS LONGER, WITHIN WHICH
TO MAKE THE NECESSARY CORRECTION TO AVOID DIS-
MISSALOFTHE APPEAL. NOEXTENSION OF THEONEMONTH
TIMELIMITMAY BEGRANTED UNDER EITHER 37 CFR 1.136(a)
OR (b), BUT THE PERIOD FOR RESPONSE SET IN THE LAST
OFFICE ACTIONMAY BEEXTENDED TO AMAXIMUM OF SIX
MONTHS PROVIDED THE REQUISITE FEES ARE ' AID,

¥ 12.06 Notice of appeal defective — claims unidentified.

The Notice of Appeal filed on [1] is defective because it fails to
identify the appealed claims(s) as required under 37 CFR 1.191(b).

APPLICANT IS GIVEN A TiME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EXPIRA-
TION OF THE RESPONSE PERIOD SET IN THE LAST OFFICE
ACTION, WHICHEVER IS LONGER, WITHIN WHICH TOMAKE
THE NECESSARY CORRECTION TO AVOID DISMISSAL OF
THE APPEAL. NO EXTENSION OF THE ONE MONTH TIME
LIMIT MAY BE GRANTED UNDER EITHER 37 CFR 1.136 (a) OR
(b), BUT THE PERIOD FOR RESPONSE SET IN THE LAST
OFFICEACTIONMAY BEEXTENDEDTO AMAXIMUM OF SIX
MONTHS PROVIDED THE REQUISITE FEES ARE PAID.

§ /12.07 Notice of appeal defective - other reasons

The Notice of Appeal filed on [1] is defective because [2).

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EXPIRA-
TION OF THE PERIOD FOR RESPONSE SET IN THE LAST
OFFICE ACTION, WHICHEVER IS§ LONGER, WITHIN WHICH
TO MAKE THE NECESSARY CORRECTION TO AVQID DIs-
MISSALOFTHE APPEAL NOEXTENSIONOFTHEOQONEMONTH
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TIME LIMIT MAY BE GRANTED UNDER EITHER 37CFR 1.136
(a)OR (b), BUT THE PERIOD FOR RESPONSE SET IN THE LAST
OFFICE ACTIONMAY BE EXTENDEDTO AMAXIMUM OF SIX
MONTHS PROVIDED THE REQUISITE FEES ARE PAID.

1206 Appeal Brief [R-9]

37 CFR 1.192. Appellant's brief.

(a) The appellant shall, within 2 months from the date of the notice
of appeal under § 1.191 in an application, reissue application, or patent
under reexamination, or within the time allowed for response to the
action appealed from, if such time is later, file a brief in triplicate. The
brief must be accompanied by the requisite fee set forthin § 1.17(f) and
mustset forth the authorities and arguments on which the appellant will
rely to maintain his appeal, **

(b) On failure to file the brief, accompanied by the requisite fee,
within the time allowed, the appeal shall stand dismissed.

>(c) The brief shall contain the following items under appropriate
headings and in the order here indicated:

(1) Status of Claims. A statement of the status of all the claims,
pending or cancelled, and identifying the claims appealed.

(2) Status of Amendments. A statement of the status of any
amendment filed subsequent to final rejection.

(3) Summary of Invention. A conciseexplanationof the invention
defined in the claims involved in the appeal, which shall refer to the
specification by page and line number, and to the drawing, if any, by
reference characters.

(4) Issues. Aconcise statementof the issues presented for review,

(5) Grouping of Claims. For each ground of rejection which
appellant contests and which applics to more than one claim, it will be
presumed that the rejected claims stand or fall together unless a state-
ment is included that the rejected claims do not stand or fall together,
and in the appropriate part or parts of the argument under subparagraph
(c)(6) of this section appellant presents reasons as to why appellant
considers the rejected claims to be separately patentable,

(6) Argument. The contentions of the appellant with respect to
cach of the issues presented for review in subparagraph (c)(4) of this
scction, and the basis therefor, with citations of the authorities, statutes,
and parts of the record relied on. Each issue should be treated under a
separate heading.

(i) For each rejection under 35 U.S.C. 112, first paragraph, the
argument shall specify the errors in the rejection and how the first
paragraph of 35 U.S.C. 112 is complied with, including, as appropri-
ate, how the specification and drawings, if any,

(A) describe the subject matter defined by each of the rejected
claims,

(B) enable any person skilled in the art to make and use the
subject matter defined by each of the rejected claims, and

(C) set forth the best mode econtemplated by the inventor of
carrying out hig or her invention,

(ii) For each rejection under 35 U.S.C. 112, second paragraph,
the argument shall specify the errors in the rejection and how the claims
particularly point out and distinctly claim the subject matter which
applicant regards as the invention,

(iii) For cach rejection under 35 U.S.C. 102, the argument shall
specify the ervors in the rejection and why the rejected claims are
patentable under 35 U.S.C, 102, including any specific limitations in
the rejected claims which are not described in the prior art relied upon
in the rejection,

(iv) For cachrejection under 35 U.S.C. 103, the argument shall
specify the crrors in the rejection and,if appropriate, the specific
limitations in the rejected claims which are not described in the prior
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art relied on in the rejection, and shall explain how such limitstions
render the claimed subject matter unobvious over the prior art, If the
rejection is based upon a combination of references, the argument shall
explain why the references, teken as a whole, do not suggest the
claimed subject matter, and shall include, as may be appropriate, an
explanation of why features disclosed in one reference may not
properly be combined with features disclosed in another reference. A
general argument that all the limitations are not described in a single
reference does not satisfy the requirements of this paragraph.

(v) For any rejection other than those referred to in paragraphs
(c)(6)(i) to (iv) of this section, the argument shall specify the errors in
the rejection and the specific limitations in the rejected claims, if appro-
priate, or other reasons, which cause the rejection to be in error.

(7) Appendix. An appendix containing a copy of the claims
involved in the appeal.

(d) If a brief is filed which does not comply with all the require-
ments of paragraph (c) of this section, the appellant will be notified of
the reasons for non-compliance and provided with a period of one
month within which to file an amended brief. If the appellant does not
file an amended brief within the one month period, or files an amended
brief which does not overcome all the reasons for non-compliance
stated in the notification, the appeal will be dismissed. Any arguments
or authorities not included in the brief may be refused consideration by
the Board of Patent Appeals and Interferences.<

Where the brief is not filed, but within the period allowed for
filing the brief an amendmeni is precented which places the case
incondition for allowance, theamendment may be entered since
the application retains its pending status during said period.
Amendments should not be included in the appeal briefs.
Amendments should be filed as separate papers. Sce >MPEP<
§§ 1207, 1215.01 and 1215.02.

TIME FOR FILING APPEAL BRIEF

>37 CFR<* 1,192>{a)< provides two months from the date
of the Notice of Appeal for the patent owner to file an appeal
brief in a reexamination proceeding. In a recxamination pro-
ceeding, the time period can be extended only under the provi-
sions of >37 CFR<* 1.550(c). See also >MPEP< § 2274,

The usual period of time in which appellant must filc his or
her brief is two months from the date of appeal. However, 37
CFR 1.192>(a)< alternatively permits the brief to be filed
“within the time allowed for response to the action appealed
from, if such time is later . These time periods may be extended
under 37 CFR 1,136(a), and if >37 CFR<* 1.136(a) has been
exhausted, »>37 CFR<* 1.136(b).

In the event that the appellant finds that he or she is unable
to file a brief within the time allotted by the rules, he or she may
file a petition, with fee, to the examining group, requesting ad-
ditional time under >37 CFR<* 1,136(a). Additional time in
excess of four months will not be granted unless extraordinary
circumstances are involved under »37 CFR<* 1.136(b). The
time extended is added to the calendar day of the original period,
as opposed to being added to the day it would have been due
when said last day is a Saturday, Sunday or Federal holiday.

If after an appcal has been filed, but prior to the date for
submitting a bricf, an interference is declared, appellant’s brief
need not be filed >while the interference is pending, unless the
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examiner-in-chief has consented to prosecution of the applica-
tion concurrently with the interference. See MPEP § 2315,
Absent such concurrent prosecution, the examiner may, after
the interference has terminated and the files have been returned
to him or her, (1) set a two-month period for filing the bricf, or
(2) withdraw the final rejection of the appealed claims in order
to enter an additional rejection on a ground arising out of the
interference. See for example MPEP §§ 1109.02 and 2363.03.
Also, if the appellant was the losing party in the interference,
claims which were designated as corresponding to the lost count
or counts will stand finally disposed of under 37 CFR 1.265 or
1.663.

* When an application is revived after abandonment for
failure on the part of the appellant to take appropriate action after
final rejection, and the petition to revive was accompanied by a
Notice of Appeal, appellant has two months, from the mailing
date of the Commissioner’s affirmative decision on the petition,
in which to file the appeal brief,

With the exception of the institution of an interference or
suggestion and timely copying of claims for an interference, the
appeal ordinarily will be dismissed if the brief is not filed within
the period provided by 37 CFR 1.192(a) or within such addi-
tional time as may be properly extended.

Attention is directed 10 the fact that a brief must be filed to
preserve appeliant’s right to the appealed claims, notwithstand-
ing circumstances such as:

(1) the possibility or imminence of an interference involy-
ing the subjectapplication, but notresulting in withdrawal of the
final rejection prior to the bricf ‘s due date;

(2) the filing of a petition for supervisory action under 37
CFR 1.181;

(3) the filing of an ainendment, even if it is one which the
examiner previously has indicated may place one or more
claimsin condition for allowance, unlessthe examiner, inacting
on the amendment, disposes of alf issues on appeal;

(4) the receipt of a letter from the examiner stating that
prosecution is suspended, without the examiner either with-
drawing the final rejection from which appeal has been taken,
instituting an interference with the subject application or sug-
gesting claims for an interference.

" Although failure to file the brief within the permissible time
will result in dismissal of the appeal, if any claims stand
allowed, the application docs not become abandoned by the
dismissal, but is returned to the examiner for action on the
allowed claims, See >MPEP< § 1215.04 fthereare no allowed
claims, the case is abandoned as of the i the brief was due,
>Claims which have been objected to as dependent from a
rejected claim do not stand allowed.< In a reexamination pro-
ceeding failure to file the brief will result in the issuance of the
certificate under >37 CFR<* 1,570,

If the time for filing a brief has passed and the application has
consequently become abandoned, the applicant may petition to
revive the application, as in other cases of abandonment, and to
reinstate the appeal; if the appea! i dismissed, but the applica-
tion is not :bandoned, the petition would be to reinstate the
claims and the appeal, but a showing cquivalent to that in a
netition to revive under 37 CFR 1.137 isrequired. See >MPEP<
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§ 1215.04. In either cvent, a proper brief must be filed before the
petition will be ~onsidered on its merits,

Where the aismissal of she appeal is believed to be a mistake
resulting from inadvertence, filing a petition, pointing out th:e
crror, may be sufficient.

>A fee under 37 CFR 1.17(f) is required when the brief is
filed. 37 CFR 1.192(a) requires the submission of three copies
of the appeal brief.<

>APPEAL BRIEF CONTENT

*% The bricf, as well as every other paper relating to an
appeal, should indicate the number of the examining group to
which the application or patent under reexamination is assigned
and the serial number. When the brief isreceived, itis forwarded
to the group where it is entered in the file, and referred to the
examiner,

Appellants are reminded that their briefs in appealed cases
must be responsive to every ground of rejection stated by the ex-
aminer, including new grounds stated in his or her answer.

Where an appeliant fails to respond by way of brief or reply
brief to any ground of rejection, appellant shall be notified by
the examiner that ke or she is allowed one month to correct the
defect by filing a suppiemental brief, Oral argumentatahearing
will not remedy such deficiency of a brief, The fact that
appellant may consider a ground to be clearly improper does not
justify a failure to point out to the Board the reasons for that
belief.**

The mere filing of any paper whatever entitled as a bricf
cannot necessarily be considered a comp'iance with 37 CFR
1,192, The rule requires that the brief must set forth the authori-
ties and arguments relied upon and to the extent that it fails to do
so with respect to any ground of rejection, the appeal as to that
ground may be dismissed. »>Since< it is essential that the Board
*# should be provided with a brief fully stating the position of
the appellant with respect to each issue involved in the appeal so
thatno search of the record is required in order to determine that
position, >37 CFR 1.192(c) now requires that the brief contain
specific items, as discussed below<,

A distinction must be made between the lack of any argu-
ment and the presentation of arguments which carry rio convic-
tion. In the former case dismissal is in order, while in the latter
case a decision on the merits is made, although it may well be
merely an affirmance based on the grounds rclicd on by the
examiner,

Appellant must traverse every ground of rejection set forth
in the final rejection, Oral argument at the hearing will not
remedy such a deficiency in the brief, Ignoring or acquiescing
in any rejection, even one based upon formal matters which
could be cured by subsequent amendment, will invite a dis-
missal of the appeal as to the claims affected. If this involves all
of the claims, the proceedings in the case are considered t¢rmi-
nated as of the date of the dismissal. Accordingly, any applica-
tion filed thereafter will not be copending with the application
on appeal, If in his or her brief, appellant relics on some
reference, he or she is expected to provide the Board with at least
one copy of it,
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>The specific items required by 37 CFR 1.192(c) are:

(1) Statys of Claims A statement of the status of all the
claims in the application, or patent under re¢xamination, i.c., for
cach claim in the case, appellant must state whether it is
cancelled, allowed, rejected, etc. Each claim on appeal must be
identified.

(2) Status of Amendments A statement of the status of any
amendment filed subscquent to final rejection, i.¢., whether or
not the amendment has been acted upon by the examiner, and if
so, whether it was entered, denied entry, or entered in part. This
statement should be of the status of the amendment as under-
stood by the appellant.

Items (1) and (2) are included in 37 CFR 1.192(c) to avoid
confusicn as to which claims are on appeal, and the precise
wording of ihase claims, particularly where the appellant has
sought to amend claims after final rejection, The inclusion of
items (1) and (2) in the bricf will advise the examiner of what the
appellant considers the status of the claims and post-final rejec-
tion amendments to be, allowing any disagrcement on these
questions. to be resolved before the appeal is taken up for
decision by the Board,

(3) Summary of Invention A concise explanation of the

invention defined in the claims involved in the appeal. This
explanation is required to refer to the specification by page and
line number, and, if there is a drawing, to the drawing by
reference characters. Where applicable, it is preferable to read
theappealed claimsonthe specification and any drawing, While
reference to page and line of the specification may require
somewhat more detail than simply summarizing the invention,
it is considered important to enable the Board to more quickly
determine where the claimed subject matter is described in the
application, Since the claims are read in light of the disclosure,
compliance with this requirement does not limit the claims.

(4) Issues A concise statement of the issues presented for
review, Each stated issue should correspond to a separate
ground of rejection which appellant wishes the Board of Patent
Appeals and Interferences to review. While the statement of the
issues must be concise, it should not be so concise as to omit the
basis of each issue. For cxample, the statement of an issue as
“Whether claims 1 and 2 are unpatentable” would not comply
with 37 CFR 1.192(cy(4). Rather, the basis of the alleged
unpatentability would have to be stated, c.g., “Whether claims
1 and 2 are unpatentable under35U.S.C. 103 over Smith in view
of Jones”, or “Whether claims 1 and 2 are unpatentable under 35
U.S.C. 112, first paragraph, as being based on a non-cnabling
disclosure.” The statement would be limited to the issues
presented, and should not include any argument concerning the
merits of those issucs,

(5) Groupipg.of Claims If an appealed ground of rejection

applies to more than onc claim and appellant considers the
rejected claims to be separately patentable, 37 CFR 1,192(c)(5)
requires appellant to state that the claims do not stand or fall
together, and to present in the appropriate part or parts of the
argument under 37 CFR 1,192(c)(6) the reasons why they are
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considered scparately patentable. The absence of such a state-
ment will be taken by the Patent and Trademark Office as a
concession by the applicant that, if the ground of rejection were
sustaincd as to any one of the rejecied claims, it will be equally
applicableto all of them, 37 CFR 1.192(c)(5) is consistent with
the practice of the Court of Appcals for the Federal Circuit
indicated in such cases as In re Sernaker, 702 F.2d 989, 217
USPQ 1 (Fed. Cir. 1983), and In re King, 801 F.2d 1324, 231
USPQ 136 (Fed. Cir. 1986). 37 CFR 1.192(c)(5) requires the
inclusion of “reasons™ in order to avoid unsupported asscrtions
of separate patentability. The reasons may be included in the
appropriate portion of the “Argument” section of the brief. For
cxample, if claims 1 to 4 are rejected under 35 U.S.C. 102 and
appellant considers claim 4 to be separately patentable from
claims 1 to 3, he or she should so state in the “Grouping of
claims” section of the bricf, and then give the reasons for
separate patentability in the 35 U.S.C. 102 portion of the
“Argument” section (i.c., under 37 CFR 1.192(c)(6)(iii)).

(6) Argument The appellani’s contentions with respect to
cach of the issues presented for review in 37 CFR 1,192(c)4),
and the basis for those contentions, including citations of
authorities, statutes, and parts of the record relied on should be
presented in this section.

Included in this paragraph are five subparagraphs, (i) to (v).
Subparagraphs (i) to (iv) concern the grounds of rejection most
commonly involved in ex parte appeals, namely, 35U.S.C. 112,
first and sccond paragraphs, 35 U.S.C. 102,and 35 U.S.C. 103.
Subparagraph (v) is a general provision concerning grounds of
rejection not covered by subparagraphs (i) to (iv).

The purpose of subparagraphs (i) to (iv) is to insure that the
appellant’s argument concerning cach appealed ground of re-
jection will include a discussion of the questionsrelevant to that
ground. It is believed that compliance with the requircments of
the particular subparagraphs which are pertinent to the grounds
of rejection involved in an appeal will be beneficial both to the
Patent and Trademark Office and appellants. It will not only
facilitate adecision by the Board of Paient Appeals and Interfer-
ences by enabling the Board to determine more quickly and
precisely the appellant’s position on therelevant issues, butalso
will help appellants to focus their arguments on those issues.

For each rejection not falling under subparagraphs (i) to (iv),
subparagraph (v) provides that the argument should specify the
specific limitations in the rejected claims, if appropriate, or
other reasons, which cause the rejection to be in error. This
language recognizes that for some grounds of rejection, it inay
not be necessary to specify particular claim limitations; for
example, a rejection under 35 U.S.C, 101, as in Ex parte
Hibberd, 227 USPQ 443 (BPAI 1985), or a rejection for
violation of the duty of disclosure under 37 CFR 1,56(d), as in
In re Harita, 6 USPQ2d 1930 (Fed, Cir, 1988).

For sake of convenience, the copy of the claims involved
should be double spaced.

The copy of the claims required in the brief >Appendix by
37 CFR 1.192(c)(7)< should be a clean copy and sheuld not
include any brackets or underlining as required by 37 CFR
1.121(b).
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(7) Apnendix An appendix containing a copy of the claims
involved in the appeal,

37 CFR 1.192(c) merely specifies the minimum require-
ments for a brief, and does not prohibit the inclusion of any other
maierial which an appellant may consider necessary or desir-
able. For cxample, a list of references, iable of contents, table of
cases, etc. A bricfis incompliance with 37 CFR 1.192(c) aslong
as it includes items (1) to (7) in the order sct forth (with the
appendix, item (7) at the end).

REVIEW OF BRIEF BY EXAMINER

37 CFR 1.192(d) provides that if a brief is filed which does
not comply with all the requirements of paragraph (c), the
appellant will be notified of the reasons for non-compliance and
given a one month time limi¢ within which to file an amended
bricf. The appeal will be dismissed if the appellant does not
timely file an amended bricf, or files an amended brief which
does not overcome all the reasons for non-compliance of which
appellant was notificd. An amended brief is timely if filed
within the onc month time limit or within any extension of the
original period to file the bricf.

The question of whether a brief complics with a rule is a
matter within the jurisdiction of the examiner. Under 37 CFR
1.192(d), the appellant may file an amended brief to correct any
deficiencics in the original brief. Morcover, if appellant dis-
agrees with the examiner’s holding of non-compliance, a peti-
tion under 37 CFR 1,181 may be filed.

Paragraph () also contains the following sentence:

Any argument or authorities not included in the brief may be
refused consideration by the Board of Patent Appeals and Interfer-
enees.

This sentence emphasizes that all arguments and authoritics
which a appellani wishes the Board to consider should be
included in the brief. It should be noted that arguments not
presented in the brief and made for the first time at the oral
hearing arenot normally entitled to consideration. /n re Chiddix,
209 USPQ 78 (Comr, 1980); Rosenblum v. Hiroshima, 220
USPQ 383 (Comsr. 1983).

37 CFR 1.192(d) is not intended to preclude the filing of a
supplemental paper if a new argument or authority should be-
come available or relevant after the brief was filed. The word
“may” is used to leave open the possibility that the Board has
leeway to consider arguments or authoritics not included in the
brief under circumstances where the failure to include them can
be justified. Examples of such circumstances would be where a
pertinent decision of a court or other tribunal was not published
until after the brief was filed, or where a particular argument or
authority was not applicable to any of the grounds of rejsction
inthe final rejection, but was relevant to anew point of argument
raised in the ¢xaminer’s answer.<

Once the brief has been filed, a petition to suspend proceed-
ings may be considered on its merits, but will be granted only in
exceptional cascs, such as where the writing of the examiner’s
answer would be fruitless or the proceedings would work a
hardship on the appellant,
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For reply brief sce § >1208.03<.
Form Paragraphs 12.08-12.17 should be used in letters con-
cerning the appeal bricf.

§ 12.08 Appeal dismissed — fee unpaid, no allowed claims

The appeal under 37 CFR 1.191 is dismissed because the fee for
filing the Brief, as required under 37 CFR 1.17(f), was not submitted
or timely submitted and the period for obtaining an extension of time
to file the brief under 37 CFR 1.136 has expired.

As a result of this dismissal, the application is ABANDONED
since there are no allowed claims.

Examiner Note:

Claims which have been indicated as containing allowable subject
matter but are objected to as being dependent upon arejected claim are
10 be cousidered as if they were rejected. Sce MPEP § 1215.04,

§ 12.09 Appeal dismissed — fee unpaid, allowed claims

The appeal under 37 CFR 1.191 is dismissed because the fee for
filing the Brief, as required under 37 CFR 1.17(f), was not submitted
or timely submitted and the period for obtaining an extension of time
to file the brief under 37 CFR 1.136 has expired.

As a result of this dismissal, the application will be further proc-
essed by the examiner since it contains allowed claims. Prosecutionon
the merits remains CLOSED.

Examiner Note:

Claims which have been indicated as containing allowable subject
matter but are objected to as being dependent upon a rejected claim are
to be considered as if they were rejected. See MPEP § 1215.04,

§12.09.1 Appeal dismissed - allowed claims, formal maticrs remain-
ing

In view of applicant’s failure to file a brief within the time
prescribed by 37 CFR 1.192, the appeal stands dismissed and the
proceedings as to the rejected claims are considered ierminated. Sce 37
CFR 1.197(c).

This application will be passed to issuc on allowed claim(s) (1)
provided the following formal matters are corrected, Prosccution is
otherwise closed.

[2}.

Applicant is required to make the necessary corrections within a
shortened statutory period set to expire ONE MONTH from the
mailing date of this letter,

Examiner Note:

This paragraph should only be used if the formal matters cannot be
handled by examiner’s amendment. See MPEP 1215.04.

Claims which have been indicated as containing allowable subject
matter bul are objected to as being dependent upon a rejected claim are
10 be considered as if they were rejected. See MPEP § 1215.04,

§f 12.10 Extension to file brief — granted

The request for an extension of time under 37 CFR 1,136(b) for
filing the Appeal Brief under 37 CFR 1.192 filed on [1] has been
approved for [2].

Examiner Note:

This paragraph should only be used when 37 CFR 1.136() is not
available or has been exhausted, such as in litigation reissues,
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§ 12.11 Extension to file brief— denied

The request for an exiension of time under 37 CFR 1.136(b) for
filing the Appeal Brief under 37 CFR 1.192 filed on [1] has been dis-
approved because no sufficient cause for the extension has been
shown.

Examiner Note:
This paragraph should only be used when 37 CFR 1.136(a) is not
available or has been exhausted, such as in litigation reissues.

7 12.12 Brief defective - unsigned

The appeal brief filed on [1] is defective because it is unsigned. A
ratification properly signed is required.

APPLICANTIS REQUIRED TOMAKE THE PROPER RATIFI.-
CATION WITHIN A TIME LIMIT OF ONE MONTH FROM THE
DATEOFTHIS LETTER OR WITHIN TWOMONTHS FROM THE
DATE OF THE NOTICE OF APPEAL OR WITHN THE TIME
ALLOWEDFOR RESPONSETOTHE ACTION APPEALEDFROM,
WHICHEVER IS LONGER, TO AVOID DISM'SSAL OF THE
APPEAL. NO EXTENSION OF THIS ONE MONTH TIME LIMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1.136 (a) OR (b),
BUT THETWO MONTH PERIOD FOR FILING THE BRIEF MAY
BE EXTENDED TO A MAXIMUM OF SIX MONTHS.

¥ 12.13 Brief defective — three copies lacking

The Appeal Brief filed on [1] is defective because the three copies
of the Brief required under 37 CFR 1.192(a) have not been submitted.

APPLICANT IS REQUIRED TO SUPPLY THE NECESSARY
COPIES WITBIN A TIME LIMIT OF ONE MONTH FROM THE
DATEOFTHIS LETTER OR WITHIN TWO MONTHS FROM THE
DATE OF THE NOTICE OF APPEAL OR WITHIN THE TIME
ALLOWEDFOR RESPONSE TOTHE ACTION APPEALEDFROM,
WHICHEVER I$ LONGER, TO AVOID DISMISSAL OF THE
APPEAL. NO EXTENSION OF THIS ONE MONTH TIME LIMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1,136 (a) OR (b),
BUT THE TWO MONTH PERIOD FOR FILING THE BRIEFMAY
BE EXTENDED TO A MAXIMUM OF SIX MONTHS.

§12.16 Briefwr  .eptable — fee unpaid

The Appeal Brief filed on [1] is unacceptable because the fee
required under 37 CER 1.17(f) was not timely filed. This application
will become abandoned unless applicant obtains an extension of time
under 37 CFR 1.136(a) to file the Appeal Brief, The date on which the
Brief, the fee for filing the Brief, the petition under 37 CFR 1.136(a),
and the petition fee are filed will be the date of the response and also the
date for determininy the period of extension and the corresponding
amount of the fee. In no case may an applicant obiain an extension for
more than four months under 37 CFR 1.136(a), beyond the two month
period originally set for filing the Brief.

§ 12.17 Brief unacceptable — not timely filed

The Appeal Brief filed on [1] is unacceptable because it was filed
after thecxpiration of the required period for response, This application
will become abandoned unless applicant obtains an extension of time
under 37 CFR 1.136(a), The date on which the Brief, the fee for filing
the Bricf, the petition under 37 CFR 1,136(a), and the petition fee are
filed will be the date of the response and also the date for determining
the period of extension and the corresponding amount of the fee. Inno
casc may an applicant obtain an extension for more than four months
under 37 CFR 1.136(a) beyond the two months originally set for filing
the appeal brief,
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A form suitable for noting non-compliance with 37 CFR
1.192(c)

§ 12.69 Heading for Notice under 37 CFR 1.192(c)
NOTIFICATION OF NON-COMPLIANCE WITH THE
REQUIREMENTS OF 37 CFR 1.192(c)

Examiner Note:
Use form PTOL.-90 and follow with one or more of form para-
graphs 12.70 -12.77 and conclude with paragraph 12.78.

§ 12.70 Missing section headings
The brief does not contain the items of the brief required by 37 CFR
1.192(c) under the appropriate headings and/or in the order indicated.

(1]

Examiner Note:
In bracket 1 insert an indication of the missing headings or errors
in the order of items

§ 12.71 Defect in statement of status of claims

The brief does not contain a statement of the status of all the claims,
pending or cancelled, and identify the claims appealed as required by
37 CFR 1.192(c)(1). [1]

Examiner Note:
In bracket 1 insert an indication of the missing claim status infor-
mation.

§ 12.72 Defect in statement of status of amendment filed after final
rejection

The brief does not contain a statement of the status of an amend-
ment filed subsequent to the final rejection as required by 37 CFR
1.192(c)(2). (11

Examiner Note:
In bracket 1 insert an indication of the amendment of which the
status is missing.

§ 12.73 Defect in explanation of the invention

The brief does not contain & concise explanation of the invention
defined in the claims involved in the appeal, which refers to the
specification by page and line number, and to the drawing, if any, by
reference characters as required by 37 CFR 1.192(c)(3). [1]

Examiner Note:
In bracket 1 insert an indication of the missing explanation,

§ 12.74 Defect in statement of the issues
The brief does not contain a concise statement of the issues
presented for review as required by 37 CFR 1.192(c)4. [1]

Examiner Note:
In bracket [1] insert an indication of the missing concise statement
of the issues presented for review,

§ 12.76 Defects in the arguments of the appellant

‘The brief does not contain arguments of the appellant with respect
to cach of the issues presented for review in 37 CFR 1.192(c)(4), and
the basis therefor, with citations of the anthorities, statutes, and parts of
the record relied on as required by 37 CFR 1.192(cj(6).
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Examiner Note:
Include one or more of form paragraphs 12.76.1 - 12.76.6 which

apply.

§ 12.76.1 Separate heading for each issue
Each issue should be treated undet a separate heading.

§ 12.76.2 Defectin § 112, first paragraph rejection argument

‘The brief does not contain for each rejection under 35 U.S.C. 112,
first paragraph, an argument which specifies the errors in the rejection
end how the fir s paragreph of 35 U.S.C. 112 is complied with,
including how the specification and drawings, if any, [1].

Examiner Note:
In bracket linsert the following wording which is appropriate:

(A) “describe the subject matter defi~~d by each of the rejected
claims”

(B)" enable any person skilled in the art to make and use the
subject matter defined by each of the rejected claims”

(C) “s<t forth the best mode contemplated by the inventor of
carrying out his or her invention”

§ 12.76.3 Defect in § 112, second paragraph rejection argument

The brief does not contain for each rejection under 35 U.S.C. 112,
second paragraph, an argument which specifies the errors in the rejec-
tion and how the claims particularly point out and distinctly claim the
subject matter which applicant regards as the invention.

§12.76.4 Defect in § 102 rejection argument

The brief does not contain for each rejection under 35 U.S.C. 102,
an argument which specifies the errors in the rejection and why the
tejecied claims are patentable under 35 U.3.C. 102, including any
specific limitations in the rejected claims which are notdescribed in the
prior art relied upon in the rejection,

Examiner Note:
Specify claim(s) for which no argument of error was specified.

§12.76.5 Defectin § 103 rejection argument

The brief does not contain for each rejection under 35 U.S.C. 103,
an argument which specifies the errors in the rejection and, if appropri-
ate, the specific limitations in the rejected claims which are not
described in the prior art relied on in the rejection, and an explanation
how such limitations render the claimed subject matter unobvious over
the prior art. If the rejection is based upon a combination of references,
the ergument must explain why the references, taken as a whole, do not
suggest the claimed subject matter, and shall include, as may be
appropriate, an explanation of why features disclosed in one refererice
may not properly be combined with features disclosed in another

reference. A general asgument that a!! the limitations are notdescribed

inasingle reference does not satisfy the requirements of this paragraph,

Examiner Note:
Specify claim(s) for which no argument of error was specified.

§ 12.76.6 For any rejection other thanthose referred to in paragraphs
{c)6)i) to (iv) of section 1.192.

The brief does not contain an argument which specifies the errors
in the rejection and the specific limitations in the rejected claims, if ap-
propriate, or other reasons, which cause the rejection to be in error.

Examlner Note:
Specify claim(s) for which no argument of error was specified.
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§ 12.77 No cony of appealed claims in Appendix
The brief does not contain a copy of the cizims involved in the
appeal in the Appendix.

§ 12.78 Period for response under 37 CFR 1.192(d)

Appellant is required to comply with the provisions of 37 CFR
1.192(c). APPLICANT IS REQUIRED TO MAKE THE PROPER
RATIFICATION WITHIN A TIME LIMIT OF ONE MONTH FROM
THEDATE OF THIS LETTER OR WITHIN TWO MONTHS FROM
THE DATE OF THENOTICE OF APPEAL. OR WITHIN THE TIME
ALLOWEDFOR RESPONSETOTHE ACTION APPEALED FROM,
WHICHEVER IS LONGER, TO AVOID DISMISSAL OF THE
APPEAL. NO EXTENSION OF THIS ONE MONTH TIME LIMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1.136 (a) OR (b),
BUT THE TWO MONTH PERIOD FOR FILING THE BRIEF MAY
BE EXTENDED TO A MAXIMUM OF SIX MONTHS.

Any arguments or authorities not included in the brief may be
refused consideration by the Board of Patent Appeals and Interfer-
ences.

1207 Amendment Filed With or After Appeal
[R-9]

To expedite the resolution of cases under final rejection, an
amendment filed at any time after final rejection but before an
appeal brief is filed, may be entered upon or after filing of an
appeal provided the total effect of the amendment is to (1)
remove issues from appeal, and/or (2) adopt examiner sugges-
tions. Of course, if the amendment necessitates a new search,
raises the issue of new matter, presents additional claims with-
outcancelling acorresponding number of finally rejected claims,
orotherwise introduces new issues, it wili not be entered. Exam-
iners must respond to all non-entered amendments after final
rejection, and indicate the status of each claim of record or
proposed, including the designation of claims that would be
entered on the filing of an appeal if filed in a separate paper. It
should be noted that an amendment placing a case in condition
for allowance will be enterable by the examiner at any stage
prior to forwarding the answer on appeal. Except where an
amendment merely cancels claims and/or adopts examiner
suggestions, removes issues from appeal, or in some other way
requires only a cursory review by the examiner, compliance
with the requirement of a showing under 37 CFR 1.116(b) will
be expected of all amendments aficr final rejection.

If after appeal has been taken, a paper is presented which on
itsface clearly places the application in condition for allowance,
such paper should be entered and a notice of allowability
(PTOL-327) or an examiner’s amendment promptly sent to
applicant.

In accordance with the above, the brief must be directed to
the claims and to the record of the case as they appeared at the
time of the appeal, but it may, of course, withdraw from consid-
eration on appeal any claims or issues as desired by applicant.

A timely filed brief will be referred to the examiner for *
consideration of its propriety as to the appeal issues and for
preparation of an examiner’s answer if the briefis proper and the
application is not allowable. The examiner’s answer ** may
withdraw >the< rejection of claims or any objection or require-
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mentas desired by the examiner. Note *>MPEP § 1208.02<, No
new ground of rejection or objection should be incorporated in
the examiner's answer without expressapproval ineach case by
the supervisoryprimaryexaminer. See >MPEP< § 1002.02(d)(3)
and >MPEP< § 1208.01. See >MPEP< § 714.13 for procedure
on handling amendments filed after final action and before
appeal.

>Notethat 37 CFR 1.192(c)(2) requires a statement as to the
status of any amendment filed subsequent to the final rejection,
MPEP § 1206.<

1208 Examiner’s Answer [R-9]

37 CFR 1.193. Examiner's answer.

(a) The primary examiner may, within such time as may be
directed by the Commissioner, furnish a written statement in answer to
the appellant’s brief including such explanation of the invention
claimed and of the references and grounds of rejection as may be
necessary, supplying a copy to the appellant, If the primary examiner
shall findthat the appeal is not regular in form or docs not relate to an
appealable action, he shall so state and a petition from such decision
may be taken 1o the Commissioner as provided in § 1,181,

(b) The appellant may file a reply bricf directed only to such new
points of argument as may be raised in the examiner’s answer, within
##>one month< from the date of such answe.. »The new points of
argument shall be specifically identified in the reply bricf. If the
examiner deicrmines that the reply brief is not directed only to new
points of argument raised in the examiner’s answer, the examiner may
refusc entry of the reply brief and will so notify the appellant, If<** the
examiner’s answer states a2 new ground of rejection appellant may file
areply thereto within two months from the date of such answer; such
reply may >be accompanied by<* any amendment or material appro-
priate to the new ground.

(c) Any decision pursuant to § 1.56(d) rejecting claims in an appli-
cation already under appeal of a rejection based on other grounds shall
constitute asupplemental examiner’s answer introducing anew ground
of rejection and removing the suspension of the appeal introduced
pursuant to § 1.56(e), in which case appellant may file a reply thereto
within two months from the date of the supplemental examiner’s
answer. Such reply will be considered and responded to as necessary.
Appellant may file a reply brief directed to any such response within
one mornth of the date of the response or within such other time as may
be set in the response.

APPEAL CONFERENCE

Appealed cases in which the brief has been filed may be
reviewed by conference in the group, those participating being
(1) a primary exaininer, (2) the examiner charged with prepara-
tion of the examiner’s answer and (3) another examiner, known
as the conferce, having sufficient experience to be of assistance
in the consideration of the merits of the issues on appeal.

Non-examining time is allowed for all examiners participat-
ing in an appeal conference. This includes the examiner whose
application or reexamination proceeding is being reviewed dur-
ing the conference.

The group dircctor has the discretion as to whether or not
appeal conferences are necessary in >the examining< group
and, if so, in which instances they arc to be held, >1f an appeal
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conference is held, the SPE should be informed thereof.<

If a conference is held, the primary cxaminer responsible for
signing the exaisiner’s answer should weigh the arguments of
the other examincrs but it is his >or her< responsibility to make
the final decision. During the conference, consideration should
be given to the possibility of dropping cumulative art rejections
and eliminating technical rejections of doubtful value.

On the examiner’s answer, the third person (conferce)
should place his or her initials below those of the examiner who
prepared the answer, thus: ABC (conf.). This does not indicate,
necessarily, concurrence with the position taken in the answer.

If the examiner charged with the responsibility of preparing
the answer reaches the conclusion that the appeal should not be
forwarded and the primary examiner approves, no conference is
held.

Before preparing the answer, the examiner should makecer-
tain that allamendments approved for entry ** have in fact been
physically entered. The clerk of the board will return to the
group any application in which approved amendments have not
been entered.

ANSWER

The examiner should furnish the appellany with a written
statement in answer to the appeliant’s brief within 2 months
after the filing of the bricf.

The answer should contain a response to the allegatic:is or
arguments in the bricf and should cal! attention to any errors in
appellant’s copy of the claims. Grounds of rejection not argued
in the examiner’s answer are usually treated as having been
dropped, but may be considered by the Board if it desires to do
0. The examiner should treat affidavits, declarations or exhibits
in accordance with 37 CFR 1.195, reporting his or her conclu-
sions only on those admitted, Any affidavits or declarations in
the file swearing behind a patent should be clearly identified by
the examinér as being considered under either >37 CFR<*
1.131 or >37 CFR 1.608(b)<*. The distinction is important
since the Board ** will usually consider holdings on »37
CFR<* 1,131 affidavits or declarations but not >holdings< on
>37 CFR 1.608(b)<* affidavits or declarations >in appeal
cases<.

If the bricf fails to respond to any or all grounds of rejection
advancedby the examiner, **>or comply with37 CFR 1.192(¢),<
the indicated procedure for handling such briefs set forth in
>MPEP< § 1206 >under "Appcal Brief Content” should be fol-
lowed<, ¥*

Because of the practice of the Patent and Trademark Office
in entering amendments after final action under justifiable
circumstances for purposes of appcal, many cases coming
before the Board ** for consideration contain claims which are
not the claims treated in the examiner’s final rejection, They are
cither entirely new claims or amended versions of the finally
rejected claims or both, The new claims or finally rejected
claims, as amended, frequently contain limitations not in the
claims treated in the final rejection and the arguments in the
appellant’s brief are directed to the new claims. Under such
circumstances the mere reference in the examiner’s answer to
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the final rejection for a statement of his or her position would
lcave the Board, insofar as the new claims are concerned, with
anuncrystallized issuc and without the benefitof the examines’s
view, which complicates the task of rendering a decision,

Italso frequently happens that an examiner will state >a<**
position in the answer in a manner that representsa shift from the
position stated in the final rejection without indicating that the
last stated position supersedes the former. Such a situation
confuses the issuc and likewise poses difficultics for the Board
sinceitisnotclearexactly what the examiner’s ultimate position
is.

**¥>1f there is a< complete and thorough development of the
issucs at the time of final rejection it is possible to save time in
preparing the examiner’s answer required by 37 CFR 1,193 by
taking >any of< the following *> steps<:

A. Examincrs may incorporate in the answer their statement
of the grounds of rejection merely by reference to the final re-
jection (or a single other action on which it is based, >MPEP<
§ 706.07. Only those statements of grounds of rejection as
appear in >a< single prior action may be incorporated by
reference. An examiner’s answer should not refer, cither di-
rectly or indircctly, to more than one prior Office action.
Statements of grounds of rejection appearing in actions other
than the aforementioned single prior action should be guoted in
the answer. The page and paragraph of the final action or other
single prior action which itis desired to incorporate by reference
should be explicitly identificd. Of course, if the examiner feels
that some further explanation of the rejection is necessary he or
she should include it in the answer but ordinarily he or she may
avoid another recital of the issucs and another claboration of the
grounds of rcjection. The answer should also include any
necessary rebuttal of arguments presented in the appellant's
brief if the final action does not adequately meet the arguments,

B. If the appellant * fails to describe the invention, as
required by 37 CFR 1,192 %* the examiner is no longer required
10 provide these omissions >ander 37 CFR 1.192(d)<. The ex-
amincer should, however, >clarify the<** description and expla-
nation in the answer if he or she feels it necessary to present
properly and effectively his or her case to the Board **,

The examiner should recvaluate his or her position in the
light of the arguments presented in the brief, and should ex-
pressly withdraw any rejections not adhered to, especially if the
rejection was made in an action which is incorporated by
reference, This should be done even though any rejection not
repeated and discussed in the answer may be taken by the Board
as having been withdrawn, *#

All correspondence withthe Board**, whether by the exam-
iner or the appellant, must be on the record, No unpublished
decisions which are unavailable to the general public by reason
of 35 U.8.C. 122 can be cited by the examiner or the appellant
except that cither the examiner or the appellant has the right to
cite an unpublished decision in an application having common
ownership with the application on appcal,

When files are forwarded, soft copics and prints of refer-
ences therein should >remain in the file wrapper<#*,

If an examiner’s answer is believed to contain a new inter-
pretation or application of the existing patentlaw, the examiner’s
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answer, application file and an explanatory memorandum should
be forwarded tothe groupdirector for consideration, sce >SMPEP<
§ 1003. If approved by the group dircctor, the examiner’s
answer should be forwarded to the Office of the Assistant
Commissioner for Patents for final approval.

>Bricfs filed in cases where the notice of appeal was filed on
orafter September 12, 1988 mustcomply with amended 37 CFR
1.192 and all examiner's answers filed in response to such briefs
must comply with the guidelines set forth below.

> ireme miner's Answ

The examiner’s answer is required t> include, in the order
indicated, the following items:

(1) Status of ¢laims. A statement of whether the examiner
agrees or disagrees with the statement of the status of claims
contained in the bricf and a correct statement of the status of all
the claims pending or cancelled, if necessary, If the examiner
considers that some or all of the finally rejected claims are
allowable, sce MPEP § 1208.02.

(2) Status of Amendments. A staiement of whether the
cxaminer disagrees with the statement of the status of amend-
menis contained in the brief, and an explanation of any disagree-
ment.

(3) Summary of invention. A statement of whether the
cxaminer disagrees with the summary of invention contained in
the brief, an explanation of why the examiner disagrees, and a
correct summary of invention, if necessary.

(4) Issucs. A statement of whether the examiner disagrees
with the statement of the issues in the brief and an explanation
of why the examiner disagrees, including:

(i) Ideniification of any issucs which are petitionable rather
than appealable, and

(ii) Identification of any issues or grounds of rejection on
appeal which the examiner no longer considers applicable,

(5) Grouping of Claims. A statement of whether the exam-
incr disagrees with any statement in the brief that certain claims
do not stand or fall together, and, if the examiner disagrees, an
explanation as to why those claims are not separately patent-
able,

(6)Claims appealed. A statement of whether the copy of the
appealed claims contained in the appendix 1o the bricf is correct
and if not. a correct copy of any incorrect claim.

(7) References of recordA listing of the references of record
relied on, and in the case of non-patent references, the relevant
page or pages.

(8) New prior art. A statement of whether or not any new
prior art i being applicd and a listing of each such prior art
reference being cited for a new ground of rejection in the
examiner’s angwer, and in the case of non-patent prior art) the
relevant page or pages.

9 Grounds.of rejection For each ground of rejection appli-
cable to the appealed claims, an explanation of the ground of
rejection, or reference to a final rejection or other single prior
action for a clear exposition of the rejection.

(i) For cach rejection under 35 U.S.C. 112, first paragraph,
the examiner’s answer, or the single prior action, shall explain
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how the first paragraph of 35 U.S.C. 112 is not complied with,
including, as appropriate, how the specification and drawings,
if any, (a) do not describe the subject matter defined by each of
the rejected claims, (b) would not enable any person skilled in
the art to make and use the subject matter defined by each of the
rejected claims without undue experimentation, and (c) do not
set forth the best mode contemplated by the appellant of carry-
ing out his or her invention.

(i) For each rejection under 35 U.S.C. 112, second para-
graph, the examiner’s answer, or single prior action, shall
explain how the claims do not particularly point out and dis-
tinctly claim the subject matter which applicant regards as the
invention.

(iii) For each rejection under 35 U.S.C, 102, the examiner’s
answer, or single prior action, shall explain why the rejected
claims are anticipaied or not patentable under 35 U.S.C. 102,
pointing out where all of the specific limitations recited in the
rejected claims are found in the prior art relicd upon in the
rejection,

(iv) For each rejection under 35 U.S.C. 103, the examiner’s
answer, or single prior action,

shall state the ground of rejection and point out where each
of the specific limitations recited in the rejected claims is found
in the prior art relied on in the rejection,

shall identify any difference between the rejected claims
and the prior art relied on and

shalf explain how and why the claimed subject matter is
rendered unpateniable over the prior art, If the rejection is based
upon a combinaiion of references, the examiner's answer, or
single prior action, shall explain the rationale for making the
combination.

(v) For each rejection under 35 U.S.C. 102 or 103 where
there are questions as to how limitations in the claims corre-
spond to features in the prior art even after the examiner
complies with the requirements of (9)(iii) and (iv) above, the
examiner shall compare at least one of the rejected claims
feature by feature with the pricrart relicd on in the rejection. The
comparison shail align the language of the claim side by side
with a reference to the specific page, line number, drawing
reference number and quotation from the prior art, as appropri-
ate.

(vi) For ecach rejection, other than those referred to in para-
graphs (i) to (v) of this section, the examiner’s answer, or single
prior action, shall specifically explain the basis for the particular
rejection,

(10) New ground of rejection A statement of whether or not
any new ground of rejection is being made in the examiner's
answer and a complete statement and explanation of any such
new ground. The requirements of section (9) shall be complied
with for any new ground of rejection.

(11) Response 1o argument. A statement of whether the ex-
aminer disagrees with each of the contentions of appellantin the
brief with respect to the issues presented and an explanation of
the rcasons for disagreement with any such contention, If any
ground of rejection is not argued and responded to by appellant,
the response shall point out each claim affected.

(12) Perigs
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statement setting the period for appellant to file a reply to any
new ground of rejection, if necessary.<

A form suitable for the examiner’s answer is as follows: ‘

§ 12.50 Heading for Examiner's Answer
EXAMINER'S ANSWER

This is in response to appellant’s brief on appeal filed [1].

§12.51 Status of claims
(1) Status of claims .

Examiner Note:
Follow § 12.51 with one or more of §§ 12.51.1 - 12.51.10.

f 12.51.1 Agreemens with statement of status of claims
The statement of the status of claims contained in the brief is
correct,

§ 12.51.2 Disagreement with statement of status of claims
The statement of the status of claims contained in the brief is

incorrect,
A correct statement of the status of the claims is as follows:

Examiner Note:
Indicate the area of disagreement and the reasons for the disagreement.
One or more of § 12.51.3 - 12.51.10 must follow this paragraph.

§ 12.51.3 Claims on appeal
This appeal involves claim [1]

Examiner Note:

1. In bracket 1, ] the claims still on appeal should be specified. Do
not list claims which are no longer rejecied,

2.Als0 use fora paragraphs 12.51.4 - 12.51.6 when appropriate to
clarify the status of the claims on appeal that were incorrectly listed in
the brief.

§12.51.4 Status of claims on appeal - subsiituted
Claim [1] substituted for finally rejected claims.

Examiner Note:
All substituted claims on appeal must be identified if the brief
incorrectly lists any substituted claims.

§ 12.51.5 Status of claims on appeal - amended
Claim [1] amended subscquent to the final rejection,

Esxaminer Note:
Alf claims amended after final rejection must be identified if the
brief incorrectly lists any claims amended after final rejection.

§ 12.51.6 Status of claims on appeal - substituted and amended
Claim [1] substituted for finally rejected claims and
Claim [2] amended subsequent 1o the final rejection.

Examiner Note:

All claims substituted or amended after final rejection must be
identified if the brief incorrectly lists any claims substituted or amended
after final rejection.
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§ 12.51.7 Claims allowed Examiner’s Note:
Claim [1] allowed. In bracket [1] insert the date of any amendment denied entry,
Examiner Note: §12.52.5 No amendments after final

All allowed claims must be identified if the brief incorvectly lists
any allowed claims.

§ 1251.8 Claims objected to

Claim [1) objected to as being dependent upon e rejected base
claim, but would be allowable if rewritten in independent form includ-
ing all of the limitations of the base claim and any intervening claims.

Exsminer Note:
All objected to cleims must be identified if the brief incorrectly lists
any claims objected to.

§ 12.51.9 Claims withdrawn from consideration
Claim [1) withdrawn from consideration as not directad to the
elected [2).

Examiner Note:
All withdrawn claims must be identified if the brief incorrectly lists

any withdrawn claims,

§12.51.10 Claims cancelled
Claim {1] been cancelled.

Examiner Note:
All eancelled cleims must be identified if the brief incorvectly lists
any cancelled claims.

1 12.52 Sta:u.v of Amendmen:s

Exsminer Note:
Identify status of all amendments submitted after final rejection.
Use cne or more of §§ 12.52.1 - 12.52.4, if appropriste,

§12.52.1 Agreement with appellant's siatement of the status of amend-
ments afier final

The appellant’s statement of the status of amendments after final
rejection contained in the brief is correct.

§12.52.2 Disagreement with appellant’'s statement of the status of
amendmenss after final

The appellent’s statement of the status of amendments after final
fejection contained in the brief is incorrect,

Examiner Note:

Porm Paragraphs 12.52.3 and/or 12.52.4 must follow this paragraph to
explain the reasons for disagreeing with appellant’s statement of the
gtatus of the amendments

§12.52.3 Amendment afier final entered
The amendment after final rejection filed on [1] has been entered.

Examiner's Note:
In bracket [1] insert the date of any entered amendment.

§12.52.4 Amendment after final not ensered
The amendment after final rejection filed on [1] has not been
entered,
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€ 12.53 Summary of invention

(3) Summary of invention_ .

Examiner Note:
Follow § 12.53 with either § 12.53.1 or § 12.53.2

§ 12.53.1 Agreement with the summary of invention
The summary of invention contained in the brief is correct.

§ 12.53.2 Disagreemens with the summary of invention
The summary of invention contained in the brief is deficient
because [1).

Exeminer Note:

In bracket [1] explain the deficiency of the appellant’s summary of
the invention, Include a correct summary of the invention if necessary
for a clear understanding of the claimed invention,

§12.54 Issues
(4)Issues.

Exeminer Note;
Follow § 12.54 with § 12.54.1, § 12.54.2, or 12.54.3.

f 12.54.1 Agreement with appellans's statement of the issues
The eppellant’s statement of the issues in the brief is correct,,

§ 12.54.2 Disagreement with appellant's statement of the issues
The eppellant’s statement of the issues in the brief is substantially
cotrect. The changes are as follows: [1).

Examiner Note:
In bracket 1 explain the changes with the appellant's statement of

the issues in the brief including;

(i) an identification of any issues which are petitionable rather
than appealable, and/or

(ii) an identification of any issues or grounds of rejection on
sppesl which the examiner no longer considers applicable. '

(iii) any chenge not covered in (i) and (ii).

§ 12.54.3 Non-appealable issue in brief

Appellant's brief presents arguments relating to [1). This issue
relates to petitiongble subject matter under 37 CFR 1,181 and not to
eppealabls subject matter, See MPEP §4 1002 and 1201.

§12.55 Grouping af Claims
(5YGrouping of Claim

Exsminer Note:

Follow § 12.55 with either § 12.55.1,912.55.2 or§ 12.55.3 for
each grouping of claims (i.e., gach ground of rejection which appellant
contests),

§12.55.1 Nosiatement inbriefthat claims do not stand or fall together
Therejection of claims(1] stand or fall together because appellant's

brief does not include a statement that this grouping of claims docs not

stand or fall together, See 37 CFR 1.192(c)(5).
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Examiner Note:

1. Use this paragraph for each grouping of claims (i.e., ground of
rejection which appellant contests) wherein the brief does not include
a statement that a grouping of claims does not stand or {all together.

2. If the brief includes a statement that a grouping of claims does
not stand or fall together but does not provide reasons, as set forth in 37
CFR 1.192(c)X(5), use either paragraph 12.55.2 or 12.55.3,

§ 12.55.2 Statement in brief why claims do not stand or fall together
not agreed with

The appellant's statement in the brief that certain claims do not
stand or fall together is not agreed with because [1).

Examiner Note:

In bracket 1 explain why the claim grouping listed in the brief is not
agreed with by the examiner and why, if appropriate, the claims as
listed by the appellant are not separately patentable,

§ 12.55.3 The brief includes a statement that claims ao not stand or fall
together but no reasons in support thereof.

The brief includes a statement that claims [1] do not stand or fall
together but fails to present reasons in support thereof, Thercfore, these
claims ere presumed to stand or fall together.

Examiner Note:

This paragraph should be used only when po. supporting reasons
are presented in the brief, If reasons are presented, even if they are not
agreed with, use form paragraph 12.55.2 instead of this paragraph.
Reasons for disagreement are discussed in either the "Grounds of
Rejection” orinthe "Responseto Arguments” portion of the examiner's
answer.

§ 12.554 Brief gives reasons why claims do not stand or fall together

Appellant's brief includes a statement that claims [1] do not stand
or fall together and provides reasons as set fosth in 37 CFR 1,192(c)(5)
and (cX6).

§ 12.56 Claims appealed
(6)Claims appealed .

Examiner Note:
Follow § 12.56 with § 12.56.1,9 12.56.2 or 12.56.3.

§ 12.56.1 Copy of the appealed claimns in the appendix is correct.
The copy of the appealed claims contained in the Appendiy. to the
brief is correct.

§12.56.2 Copy of the appealed claims inthe Appendix is substantially
correct.

A substantially correct copy of appealed claim [1] appears on page
[2] of the Appendix to the appellant's brief. The minor errors are as
follows: {3]

Exeminer Notes
1. In bracket 1, indicate the claim or ¢laims with emall errors.
2. In bracket 3, indicate the nature of the cryors,

12.56.3 Copy of the appealed claims in the Appendix contain substan-
tial errors.

Claim [1] contain substantial errors as presented in the appendix to
the brief. Accordingly, claim [1] correctly written in the Appendix to
the examiner's answer.
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Examiner Note:

1. Appellant should include & correct copy of all appealed claims
in the appendix to the brief. See 37 CFR 1.192(c)(7).

2. Attach a correct copy of any incorrect claims as an Appendix to
the examiner’s answer and draw a diagonal line in pencil through the
incorrect claim in the Appendix of the appellent’s appesl brief.

3, Rather than using this form paragraph, if the errors in the claim(s)
are significant, appellant should be required to submit a corrected brief
using form paregraphs 12,69, 12.77 and 12.78, as well ag any other
paragraphs 12,70 to 12.76 as may be eppropriste, Where the brief
includes arguments directed toward the errors, a corrected brief should
always be required,

§12.57 Prior art of record
(7) Brior Astof record. .

Examiner Note:
Follow § 12.57 with either § 12.57.1 0r 12.57.2

§12.57.1 No prior art are relied upon
No prior art are relied upon by the examiner in the rejection of
claims under appeal.

§12.57.2 Listing of the prior art of record relied upon
The following ie & listing of the prior art of record relied upon in the
rejection of claims under appeal,

Exeminer .ot
1, Use the following format for providing information on each
reference cited.
Number Name Date
2. The following ere example formets for listing reference cita-
tions.
2,717,847 VERAIN 9.1955
1,345,890 MUTHER (Fed. Rep. of Germany) 7-1963
(Figure 2 labeled 2s Prior Art in this document)
3. See MPEP § 707.05(e) for edditional examples

§12.58 New prior art
(8) New prior art..

Examiner Note:
Follow § 12.58 with either §| 12.58.1 or ) 12.58.2

§f 12.58.1 No new prior art
Mo new prior art has been applied in this examiner's answer,

12582 New reference applied
[1] bean applied in & new ground of rejection in this examiner's
answer and listed below; [2]

Examiner Note:

1. SPE approval for the citation of new art is required, Seo also
§12.44,

2, In bracket 1 insest either A new reference has" or “New refer-
ences have"”,

3. In bracket 2 list the new reference(s) applied in a new rejection
in the examiner's answer,

4. List all patent document references of record by number, name
end date. For example: 1,736,481 Smith 6-87

5. In the case of non-patent references, list the relevent page or

pages.
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6. Copies of newly cited references should be supplied with the
examiner's answer,

7. A PTO-892 must be completed for the file for uge by the printer
in case of issuance of the application as a patent.

{1 12.59 Grounds of rejection
(9) Grounds of rejection .

The following ground(s) of rejection are applicable to the appealed
claims.

Examiner Nuie:

Explain zach ground of rejection or refer to the single prior Office
action which clearly sets forth the rejection and complies with appro-
priate paragraphs i - iv below:

(i) For cach rejection under 35 U.S.C. 112, first paragraph, the
examiner's answer, or the single prior action, shall explain how the first
paragraph of 35 U.S.C. 112 is not complie< with, including, as appro-
priate, how the specification and drawings, if any, (a) do not describe
the subject matter defined by each of the rejected claims, (b) would not
enible any person skilled in the art to make and use the subject matter
defined by each of the rejected claims, and (¢) do not set forth the best
mode contemplated by the appellant of carrying out his or her inven-
tion,

(ii) For each rejection under 35 U.S.C. 112, second paragraph, the
examiner’s answer, or single prior action, shall explain how the claims
do not particularly point out and distinctly claim the subject matter
which applicant regards as the invention.

(iii) For cach rejection under 35 U.S.C. 102, the examiner’s
answer, or single prior action, shall explain why therejected claims are
anticipated or not patentable under 35 U.S.C, 102, pointing out where
all of the specific limitations recited in the rejected claims are found in
the prior art relied upon in the rejection.

(iv) For each rejection under 35 U.S.C. 103, the examiner’s

answer, or single prior action,

shall state the ground of rejection and point out where each of the
specific limitutions recited in the rejected claims is found in the prior
art relied on in the rejection,

shall identify any difference between the rejected claims and the
prior art relied on and

shall explain how the claimed subject matter is rendered unpatent-
able over the prior art, If the rejection is based upon a combination of
references, the examiner's answer, or single prior action,

shall explain the rationale for making the combination,

(v) For each rejection under 35 U.S.C. 102 or 103 where there may
be questions as to how limitations in the claims correspond to features
in the prior art, the examiner, in addition to the requirements of (9)(iii)
and (iv) sbove, should compare at least one of the rejected claims
feature by feature with the prior art relied on in the rejection, The
compurison shall align the language of the claim side by side with a
reference to the specific page, line number, drawing refesence number
and quotation from the prior art, as appropriaie,

(vi) For each rejection, other than those referred 1o in paragraphs
(i) 1o (v) of this section, the examiner's answer, or single prior action,
shall specifically explain the basis for the particular rejection,
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§ 12.60 New ground of rejection
(10) New ground of rejection .

Exeminer Note:
Follow § 12.60 with either § 12.60.1 or § 12.60.2

§ 12.60.1 No new ground of rejection
This Examiner's Answer does not contain any new ground of
rejection.

§ 12.60.2 New ground of rejection
This cxaminer's answer contains the following NEW GROUND
OF REJECTION.

Examliner Note:

1. Include a complete statement and explanation of the new ground.
The requirements us set forth in § 12.59 relating to ““grounds of rejec-
tion” must also be complied with for any new ground of rejection.

2. This heading should precede each new ground of rejection made
in an examiner's answer.

3. Approval by the SPE is required.

§ 12.61 Response to argument

(11)Responseto argument .

ixaminer Note:

1. If an issue raised by appellant was fully responded to under
“"Grounds of Rejection”, no additional response i~ required here.

2. If an issuc has been raised by appellant that was not fully
responded to under the "Grounds of Rejection”, a full response must be
provided after § 12.61.

§12. 62 Penod of response to new ground of rejection

In vxcw of tho new ground of rcjecuon. appellam is gwen a period
of TWO MONTHS from the mailing date of this examiner's answer
within which to file areply to any new ground of rejection, Such reply
may i;--'ude any amendment or material appropriate to the new ground
of vejection, Prosecution otherwise remains closed. Failure to respond
to the new ground of rejection will result in dismissal of the appeal of
the claims so rejected.

§ 12.63 Request to present oral arguments
The examiner requests the opportunity to present arguments at the
oral hearing.

Examiner Note:
1. Use this form paragraph only if:
a. an oral hearing has been requested by appellant, and
b. the primary examiner intends to present an oral argument,

2. if appellant’s request for an oral hearing has been made before
or with the brief, this form paragraph may be included at the end of the
examiner's answer,

3. If appellant’s request for an oral hearing has been made gfter the
examiner's answer, this form paragraph may be included in a supple-
mental examiner’s answer, an acknowledgement of reply brief (see
form paragraph 12.47), or in a separate letter on a form PTOL-90.

Wk

If a new ground of rejection is raised, see >MPEP< §
1208.01,

Rev. 9, Sept. 1988



1208.01
For case having patentability report, sce >MPEP< §
705.01(a).
Request by the examiner to present arguments at the oral
hearing, **

1208.01 New Reference, New Objection or New

Ground of Rejection in Examiner’s
Answer [R-9]

At the time of preparing the answer to an appeal brief, the
examiner may decide that he or she should cite a new reference,
raise a new objection, or apply a new ground of rejection (new
reference, double patenting, statutory bar cr other reason for
rejection) against some or all of the appealed claims. All
answers citing new references or containing new grounds of
rejection or objection must be routed over the supervisory
primary examiner’s desk for review and approval. The supervi-
sory primary examiner will stamp “approved * and sign his or
her approval. INote >MPEP< § 1002.02(d), item 3. If approval
is given 5 the citation of new references, the answer will be
mailed by the group and wiil include copies of the new refer-
ences. Also, a PTG-892 >listing any new references< must be
completed for the file for usc by the printer in case of issuance
as a patent. The Board will return to the group director’s office
any answer containing (1) a newly cited reference** or (2) a
new ground of rejection, where such answer does not bear an
approved stamp.

Inorder to introduce a new ground of rejection it is necessary
either to reopen the ex parte prosecution before the examiner or
to include the new rejection in the examiner’s answer, depend-
ing on existing circumstances. The choice of action to be
foliowed will depend on such factors as (1) the history of the
prosecution, (2) the number of claims affected, (3) the impor-
tance of the new ground of rejection, (4) the significance of the
new reference and (5) the nature of the response to be expected.
For example, if the reference is basic and materially better in
meeting all of the claims, reopening of the prosecution and
making the action final would ordinarily be approved if the
requircments for making an action final under >MPEP< §
706.07(a) are met. Should appellant desire later to have the
Board review the examiner’s new final action, the appeilant
must file anew Notice of Appeal ** and a new bricf **, On the
other hand, if the new reference anticipates some but not all of
the claims or supplies a minor lack in art already relied on,
inclusion of the new ground in the examiner’s answer would
normally be the approved procedure, Of course, if the new
ground of rejection applies to any claim standing allowed the
prosecution should be reopened.

It is important that the new ground with regard to which the
supervisory primary examiner has been consulted be clearly
indicated as such so that the Board ** can readily identify those
cases where appellant is entitled (o a period of two months for
reply. Any new reference should be cited under the caption
“New Reference(s). “

Likewise when a ground of rejection not involving a new
reference is raised for the first time in the answer after consul-
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tation with the supervisory primary examiner the fact that it is
anew ground should be clearly indicated. >In this connection it
is noted that even if the same references are relied upon in the
answer as were relied upon in the final rejection, but the thrust
of the rejection is changed, the examiner should identify the
rejectionasanew ground of rejection.< Sece MPEP § 1208 under
"Requirement for Examiner's Answer”.

The examiner’s answer which includes a new ground of re-
jection should >include form paragraph 12.60.2 and conclude
with form paragraph 12.62.<**

1208.02 Withdrawal of Final Rejection [R-9]

The examiner may withdraw the final rejection at any time
prior to the mailing of the examiner’s answer. It is possible that
after reading the brief, the examiner may be convinced that
some or all of the finally rejected claims are allowable. Where
the examiner is of the opinion that some of the claims are
ailowable, he or she should so specify in the examiner’s answer
and confine the arguments to the remaining rejected claims. If
the examiner finds, upon reconsideration, that all the rejected
claims are allowable, or where the appellant in the brief with-
draws the appeal as to some of the rejected claims and the
cxaminer finds the remainiig claims to be allowable, the exam-
iner should pass the case to issue.

In applications where an interference has resulted from the
applicant copying claims from the patent which provided the
basis for final rejection, the rejection based on that patent should
be withdrawn and the appeal dismissed as to the involved
claims.

>1208.03 Reply Brief [R-9]

37 CFR 1.193 Examiner's answer
WOk ok % W

(b) The appellant may file a reply brief directed only to such new
points of argument as may be raised in the examiner’s answer, within
one month«< from the date of such answer. The new points of argument
shall be specifically identified in the reply brief. If the examiner
determines that the reply brief is not directed only to new points of
argument raised in the examiner’s answer, the examiner may refuse
entry of the reply brief and will so notify the appellant. If the examiner's
answer states a new ground of rejection appellant may file a reply
thereto withintwo months from the date of such answer; such reply may
>be accompanied by any amendment or material appropriate to the new
ground,

LR

Under 37 CFR 1.193(b), the appellant may file a reply brief
if the examiner's answer contains (1) new points of argument, or
(2) a new ground of rejection,

In those situations where areply brief is clearly unwarranted
(c.g., no new grounds of rejection or new points of argument in
the examiner’s answer), the examiner should refuse entry of the
reply brief, and notify the appellant in writing in order to begin
the two month period for petition under 37 CFR 1.181.
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(1) NEW POINTS OF ARGUMENT IN EXAMINER'S
ANSWER

’ Where new points of argument have been raised in the

examiner’s answer, appellant may file a reply brief within one
month from the date of such answer. Appellants must clearly
and specifically indicate in their reply briefs the new points of
argument “raised in the examiner’s answer *“ to which said reply
briefs are directed. 37 CFR 1.193(b) docs not permit general
rebuttal of each statement made in the examiner’s answer. If the
examiner determines that the reply brief is not directed only to
new points of argument raised in the examiner’s answer, the
examiner may refuse entry of the reply brief and will so notify
the appellant.

Since the reply brief must be limited to any new points of
argument raised in the examiner’s answer, compliance with the
requirement of the second sentence of 37 CFR 1.193(b) should
facilitate both preparation of the replv brief by appellant and
consideration of the reply brief by the Patent and Trademark
Office. The reply brief is appropriately limited to new points of
argument raised in the examiner’s answer because appellants
have an obligation to present arguments supporting their posi-
tions in their opening briefs. Considering an argument advanced
for the first time in a reply brief would not only delay the pro-
ceeding, but also would entail the risk of an improvident or ill-
advised opinion on the legal issues tendercd. Von Brimer v.
Whirlpool Corp., 536 F.2d 838, 846, 190 USPQ 528, 534 (9th
Cir. 1976).

(2) NEW GROUND OF REJECTION IN EXAMINER'S
ANSWER

Where a new ground of rejection is raised in the examiner’s
answer, the appellant, under 37 CFR 1.193(b) has two months
within which to file a reply brief. The appellant’s reply, insofar
as the new ground of rejection is concerned, may include any
amendment or material appropriate to the new ground. Consid-
cration will be limited to amendments and facts pertinent to the
new ground >of< rejection.

An amendment limited to the new ground of rejection is
entitied to entry: Ex parte Abseck et al.,133 USPQ 411 (Super-
visory Examiner, 1960).

Appellants are reminded that their bricfs in appealed cases
must be responsive to every ground of rejection stated by the ex-
aminer, including new grounds stated in >the examiner’s<* an-
swer.

Where an appellant fails to respond in the reply brief to the
new ground of rejection, appellant shall be notified by the ex-
amincr that he or she is allowed one month to correct the defect
by filing a supplemental reply brief. Where this procedure has
not been followed, the Board should remand the application to
the examiner for compliance,

The final sentence of 37 CFR 1.193(b) provides that the
reply brief may be accompanied by any amendment or material
appropriate to the new ground of rejection. This makes it clear
that any amendment or other material appropriate to the new
ground of rejection must be presented in a separate paper, rather
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than in the reply itseif. 37 CFR 1.193(b) requires that the
appellant be notified if the reply brief is not entered because of
non-compliance with the rule, and an appeilant who disagrees
with that ruling may seek review by way of a petition under 37
CFR 1.181<

>1208.04 Supplemental Examiner's Answer
[R-9]

Normally, when a reply brief has been filed by the appellant
in response to a new point of argument in the examiner’s
answer, the case should be forwarded to the Board without any
need for the preparatici of a supplemental answer by the exam-
iner. The examiner should notify appellant of consideration of
the reply brief by using form paragraph 12.47. However, where
good reason to respond is apparent, the examiner may issue a
supplemental answer in responsc to the reply brief before
forwarding the case to the Board. If an amendment, affidavit or
declaration was filed with the reply brief, the examiner must
notify the appellant in writing whether it has been entered, and
if itis entered, the examiner must issue a supplemental answer
in response.

§ 12.47 Acknowledgemen. of reply brief

The reply brief filed [1] has been entered 2.4 considered but no
further response by the examiner is deemed necessary. The application
has been forwarded to the Board of Patent Appeals and Interferences
for decision on the appeal.

Examiner Note:

1. Type on PTOL-90

2. Do not use this form paragraph if a Supplemental Examiner's
answer is prepared.

3. Where good reason to respond is apparent, the examiner may
issue a supplemental answer in response to the reply brief before
forwarding the case to the Board. If an amendment, affidavit or
declaration was filed with the reply brief, the examiner must notify the
appellant in writing whether it has been entered, and if it is entered, the
examiner must issue a supplemental answer in response.

If the reply brief was filed in response to a new ground of
rejection in the examiner's answer, the examiner must issue a
supplemental answer indicating whether the new ground of
rejection has been overcome, and, if it has not, explaining why
not.

37 CFR 1.193. Examiner's answer
LR RN

(¢) Any decision pursuant to § 1.56(d) rejecting claims in an appli-
cation already under appeal of a rejection based on other grounds shall
constitute s supplemental examiner’s answer introducing anew ground
of rejection and removing the suspension of the appeal introduced
pursuant to § 1.56(e), in which case appellant may file a reply thereto
within twe months from the date of the supplemental examiner's
answer. Such reply will be considered and responded to as necessary.
Appellant may file a reply brief directed to any such response within
one month of the date of the response or within such other time as may
be set in the response,
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37 CFR 1.193(c) provides that any decision rejecting claims
pursuant to 37 CFR 1.56(d) in an application already on appeal
from a rejection based on other grounds shall constitute a
supplemental examiner’s answer introducing a new ground of
rejection and removing the suspension of the appeal introduced
pursuant to 37 CFR 1.56(e). Prior to entering any such supple-
mental examiner’s answer under paragraph (c), the Office may
require information from appellant pursuant to paragraph (i) of
37 CFR1.56. Under 37 CFR 1.193(c), the appellant may file a
reply to the supplemental examiner’s answer, 37 CFR 1.193 (c)
providesthatthe appellant’sreply tothe supplementalexaminer’s
answer will be considered and responded to as necessary with
appellant being provided with an additional month, or such
other time as may be set, within which to reply to any such
response from the Office. After introduction of a supplemental
examiner’sanswer pursuant to paragraph (c) and any replies and
response thereto, the application will be forwarded to the Board
for consideration.<

1209 Oral Hearing [R-9]

37 CFR 1.194 Oral hearing.

(a) An oral hearing should be requested only in those circum-
stances in which the appellant considers such a hearing necessary or
desirable for 2 proper presentation of his appeal. An appeal decided
without an oral heasing will receive the same ¢ :nsideration by the
Board of >Patent< Appeals >and Interferences< as appeals decided
after oral hearing,

(b)If appellant desires an ¢ral hearing, appellant must file a written
request for such hearing accompanied by the fee set forth in § 1.17(g)
within one month after the date of the examiner's answer. >Jf the
examiner's answer states a new ground of rejection and if appellant
files areply as provided for by § 1.193(b), then the written request must
be made within three months after the date of the filing of the reply.<
If appeliant requests an oral hearing and submits therewith the fee set
forth in § 1.17(g), an oral argument may be presented by, or on behalf
of, the primary examiner if considered desirable by cither the primary
examiner or the Board.

(c) I” no request and fee for oral hearing have been timely filed by
the appellant, the appeal will be assigned for consideration and deci-
sion. If the appellant has requested an oral hearing and has submitted
the fee set forth in § 1.17(g), a day of hearing will be set, and due notice
thereof givento the appellant and to the primary examiner, Hearing will
be held as stated in the notice, and oral argument will be limited to
twenty minutes for the appellant and fifteen minutes for the primary
examiner unless otherwise ordered before the hearing begins.

Anadditional timeperiodis provided to the appellant for request-
ing an oral hearing in the event that the examiner’s answer states
anew ground of rejection, If the answer states a new ground of
rejection, 37 CFR 1.193(b) provides that appellant’s reply bricf
may be accompanied by any amendment or material appropri-
ate to the new ground of rejection. Although the examiner does
notnormally issuc a supplemenial answer inresponsetoareply,
see MPEP § 1208.04, 37 CFR 1.194(b) permits the appellant to
postpone filing a request for an oral hearing until three months
after the date the reply brief is filed. This gives the appellant time
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to receive the examiner’s response, if any, to the reply brief
before the appellant must decide whether to request an oral
hearing. <**

*Notice of the oral hearing will be given to the appellant and,
atthe same time, to the primary examiner in those cases in which
the primary examiner has indicated an intention to present an
oral argument,

* After an oral hearing has been confirmed and the date set
as provided in >37 CFR<* 1.194(c), the application file will be
delivered to the examiner via the appropriate group dircctor at
least one week prior to the date of the hearing for those cases in
which the examiner is expected to be present at the hearing. In
those cases where the Board requests the presentation of an oral
argument by, or on behalf of, the primary examiner, the appel-
lant will be so notificd. The Board’s request for an oral argument
may, where appropriate, indicate specific points or questions to
which the argument should be particularly directed. The appli-
cation file *>must< be returned to the Board »>at least two
working days< before the hearing.

* In those appeals in which an oral hearing has been con-
firmed and either the primary examiner or the Board has
indicated a desire for oral argument, * oral argument may be
presented >by the examiner< whether or not appellant appears.
If appellant desires to argue his or her case before the Board, he
or she must file a brief ai.d within one month of the examiner’s
answer >and< indicate * he or she desires an oral hearing >or ,if
the examiner’s answer states a new ground of rejection and if
appellant files a reply as provided for by 37 CFR 1.193(b), then
the written request for an oral hearing must be made within three
months after the date of the filing of the reply<. If no request has
been made by appellant, the appeal will be assigned for consid-
erationand decision. Thatis, the decision will be rendered on the
brief.

A notice of hearing, stating the date, the time and the docket,
is forwarded to the appellant in due course. If appellant fails to
confirm within the stated time*, the appeal is removed from the
hearing docket and assigned on brief in due course. No refund
of the fee for requesting an oral hearing will be made. Similarly,
after confirmation, if no appearance is made at the scheduled
hearing, theappeal is decided on brief. Since failure to notify the
Board of waiver of hearing in advance of the assigned date
results in a waste of the Board's resources, appellant should
inform the Board of a change in plans at the earliest possible
opportunity.

If the time set in the notice conflicts with prior commitments
or if subsequent events make appearance impossible, the hear-
ing may be rescheduled on written request. However, postpone-
ments are discouraged and will not be granted in the absence of
convincing reasons in support of the requested change.

If appellant has any special request, such as for a particular
date or day of the week, this will be taken into consideration in
setting the cases, if made known to the Board in advance, as long
as such request does not unduly delay a decision in the case.

Theargumentsatthe hearing may be presented by appellant’s
attorney or agent if he or she is duly authorized in accordance
with 37 CFR 1.34(a).
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Currently, twenty minutes are allowed for appellant to ex-
plain his or her position. If appellant believes that additional
time will be necessary, a request for such time should be made
well in advance and will be taken into consideration in assigning
the hearing date. The final decision on whether additional time
is to be granted rests within the discretion of the senior member
of the panel hearing the case.

Primary examiners are permitted to present oral arguments
before the Board * in appeals where the appellant has been
granted an oral hearing. After the appeliant has made his or her
presentation, the examiner wiil be allowed fifteen minutes to
reply as well asto present a statement which clearly sets forth his
or her position with respect to the issues and rejections of record.
Appellant may utilize any allotted time not used in the initial
presentation for rebuttal.,

Currently, up to two examiners are permitted to attend any
one hearing as observers, where the case is related to the
examiners’ field of technology.

Participation by examiners is considered to be desirable not
only from the standpoint of improving the overall presentation
of the argument, particularly in complex cases, but also for the
educational and experience benefits to the examiners them-
selves,

In any appeal where oral argument is to be presented by, or
on behalf of, the primary examiner, the appellant will be given
due notice of that fact.

The examiner’s request for an oral hearing should appear in
the last paragraph of the examiner’s answer.

The examiner should make a pencil notation “Examiner re-
quests an Oral Hearing “ on the face of the file wrapper below
the box tor the examiner’s name when an oral hearing is re-
quested.

1248 Request to present oral arguments
The examiner requests the opportunity to present arguments at the
oral hearing,

Examiner Note:
1. Use this form paragraph only if:
a. an oral hearing has been requested by appellant, and
b. the primary examiner intends to present an oral argument.

2. If appellant's request for an oral hearing has been made before
or with the brief, this form paragraph may be included at the end of the
examiner’s answer,

3.1f appellant’s request for an oral hearing has been made affer, the
examiner's answer, this form paragraph may be included in & supple-
mental examiner’s answer, an acknowledgement of reply brief (see
form paragraph 12.47), or in a separate letier on a form PTOL-90,

1210 Actions Subsequent to Examiner’s Answer
but Before Board’s Decision [R-9]

JURISDICTION OF BOARD
The application file and jurisdiction of the application are

normally transferred from the examining groups to the Board*
at one of the following times:
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(1) After 2 months from the examiner's answer, plus mail
room time, if a “new ground of rejection * has been indicated in
the examiner’s answer and no reply brief has been timely filed.

(2) After >one month<** from the examiner’s answer, plus
mail room time, where no new ground of rejection has been
indicated in the examiner’s answer and no reply brief has been
timely filed.

(3) Afterasupplemental examiner’s answer has been mailed
in reply to a timely reply brief,

(4) After the examiner has determined by initialing and
dating ihe reply brief, that he or she will not prepare a supple-
mental examiner’s answer in response to a timely reply bricf.

(5) Afterexamination pursuantto>37 CFR<* 1.56(e) where
the appeal has been suspended for examination for compliance
with >37 CFR<* 1.56(d).

Any amendment, affidavit, or other paper relating to the
appeal, filed thereafter but prior to the decision of the Board,
may be considered by the examiner only in the event the case is
remanded by the Board for that purpose.

DIVIDED JURISDICTION

Where appeal is taken from the final rejection >only< of one
ormorc * claims *>presented for the purpose of provoking an
interference<, jurisdiction of the rest of the case remains with
the examiner, and prosecution of the remaining claims may
proceed as though the entire case was under his >or herc
jurisdiction. Also, where the examiner certifies in writing that
there is no conflict of subject matter >and the examiner-in-chicef
incharge of the interference approves<, an appeat to the Board
of >Patent< Appeals >and Interferences< may proceed concur-
rently with an interference, >Sce MPEP § 2315.«

ABANDONMENT OF APPEAL

To avoid the rendering of decisions by the Board ** in
applications which have already been refiled as continuations,
appellants should promptly inform the clerk of the Board in
writing as soon as they have positively decided to refile or to
abandon an application containing an appeal awaiting a deci-
sion. Failure to exercise appropriate diligence in this matter may
result in the Board’s refusing an otherwise proper request to
vacate its decision,

>See MPEP §§ 1215.01 - 1215.03 concerning the with-
drawal of appeals.<

1211 Remand by the Board** [R-9]

*¥>The Board has authority to remand a case to the exam-
iner for a fuller description of the claimed invention and, in the
case of a machine, a statement of its mode of operation. In
cerfain cases where the pertinence of the references is not clear,
the Board may call upon the examiner for a further explanation,
In the case of multiple rejections of a cumulative nature, the
Board may also remand for selection of the preferred or best
ground, The Board may also remand a case to the examiner for
further search where it feels that the most pertinent art has not
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been cited, or to consider an amendment, affidavits or declara-
tions,

The group director should approve and the Board should be
notified whenever a remanded application is withdrawn from
appeal under any circumstance. See MPEP §§ 706.07(c) -
706.07(e).<

>1211.01 Remand by the Board To Consider
Amendment [R-9]

While there is no obligation resting on the Board to consider
new or amended claims submitted while it has jurisdiction of the
appeal. In re Sweet, 1943 C.D. 5§35, 58 USPQ 327, 30 CCPA
1124, a proposed amendment, affidavit, declaration, or other
paper may be remanded for such consideration as the examiner
may see fit to give. Such an amendment, unless filed under >37
CFR<* 1.193(b), will be treated as an amendment filed after
appeal. See >MPEP< § 1207.

If the proposed amendment is in effect an abandonment of
the appeal; e.g., by canceling the appealed clair..s, the amend-
ment should be entered and the clerk of the Board notified in
order that the case may be removed from the Board’s docket.

1212 Remand by the Board To Consider
Affidavits or Declarations [R-9]

37 CFR 1.195. Affidavits or declarations after appeal.

Affidaviis, declarations, or exhibits submitted after the case has
been appealed will not be admitted without a showing of good and
sufficient reasons why they were not earlier presented.,

Affidavits or declarations filed with or after appeal but
before the mailing of the examiner’s answer will be considercd
for entry only if the appeliant makes the necessary showing
under § 1.195 as 1o why they were not earlier presented.
Authority from the Board is not necessary to consider such
affidavits or declarations. Affidavits or declarations filed after
a final rejection and prior to a notice of appeal are handled as
provided in a >MPEP< §§ 715.09 and 716.

In the case of affidavits or declarations filed after the appli-
cation has been forwarded to the Board**, but before a decision
thercon by the Board**, the examiner is without authority to
consider the same in the absence of a remand by the Board,
When a casc is remanded to the examiner for the consideration
of such affidavits or declarations, the examiner, after having
given such consideration as the facts in the case require, will
return the case to the Board“# with his or her answer on remand,
acopy of which should be forwarded to the appellant. If such an
affidavit or declaration is not accompanied by the showing
required under >37 CFR<* 1,195, the examiner will not con-
sider its merits. If the delay in filing such affidavit or declaration
is satisfactorily explained, the cxaminer will admit the same and
consider its merits.**

it is not the custom of the Board i remand affidavits or
declarations offered in connection with a request for reconsid-
eration of its decision where no rejection has been made under
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>37 CFR<* 1.196(b). Affidavits or declarations submitted for
this purpose, not remanded to the examiner, are considered only
as arguments, /n re Martin, 1946 C.D. 180, 69 USPQ 75, 33
CCPA 842,

For remand to the examiner to consider appellant’s remarks
relating to a >37 CFR<* 1.196(b) rejection see >MPEP< §
1214.01.

1213 Decision by Board [R-9]

37 CFR 1.196. Decision by the Board of >Patent< Appeals >and
Interferences<.

(2) The Board of >Patent< Appeals >and Interferences<, in its de-
cision, may affirm or reverse the decision of the primary examiner in
whole or in part on the grounds and on the claims specified by the
examiner, The affirmance of the rejection of a claim on any of the
grounds specified constitutes a general affirmance of the decision of
the * cxaminer on that claim, except as to any ground specifically

reversed.
"ow ok

After consideration of the record including appellant’s brief
and the examiner’s answer, the Board writes its decision, af-
firming the examiner in whole or in part, or reversing the
examiner’s decision, sometimes also setting forth anew ground
of rejection,

On occasion the Board ** has refused to consider an appeal
until after the conclusion oi a pending civil action or appeal to
the C.AF.C. involving issues identical with and/or similar to
those presented in the later appeal. Such suspension of action,
postponing consideration of the appeal until the Board has the
benefit of a court decision which may be determinative of the
issues involved, has been recognized as sound practice. An
appellant is not entitled, after obtaining a final decision by the
Patent and Trademark Glfice on an issue in a case, to utilize the
prolonged pendency of a court proceeding as a means for
avoiding res judicata while relitigating the same, or substan-
tially the same issue in another application.

An applicant may request that the decision be withheld to
permit the refiling of the application at any time prior to the
mailing of the decision. Up to 30 days may be granted, although
the time is usually limited as much as possibie. The Board will
be more prone to entertain the applicant’s request where the
request is filed carly, obviating the necessity for an oral hearing
or even for the setting of the oral hearing date. If the case has
alrcady heen set for oral hearing, the petition should include a
request to vacate the hearing date, not to postpone it.

Inasituation where a withdrawal of the appeal is filed on the
same day that the decision is mailed, a petition to vacate the
decision will be denied.

Since review of the decisions of the Board is committed by
statute to the courts, its decisions are properly reviewable on
petition only to the extent of determining whether they involve
obvious error or abuse of discretion. Reasonable rulings made
by the Board on matters resting in its discretion will not be
disturbed upon petition, Thus, for example, the Board’s opinion
as to whether it has employed a new ground of rejection will not
be setaside on petition unless said opinion is found to be clearly
unwarranted,
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>See MPEP § 1214.01 concerning a new ground of rejection
by the Board under 37 CFR 1.196(b).<

1213.01 Recommendations of Board [R-9]

37 CFR 1.196. Decision by the Board of >Patent< Appeals >and
Interferences<.
oo o

(c) Should the decision of the Board of >Patent< Appeals >and
Interferences< include an explicit statement that a claim may be
allowed in amended form, appellant shall have the right to amend in
conformity with such statement, which shall be binding on the *
examiner in the absence of new references or grounds of rejection.

L ]

If the examiner knows of references or reasons which were
not before the Board, such a favorable recommendation is not
binding. Likewise, any change in a favorably recommended
claim other than the amendments recommended would tend to
desiroy the force of such recommendation, Ex parte Young, 18
Gour. 24, 31,

- In the absence of an express recomm2ndation, a remark by
the Board that a certain feature does not appear in & claim is not
tobe taken as a recommendation that the claim be allowed if the
feature is supplicd by amendment. Ex parte Norlund, 1913 C.D.
161, 192 O.G. 989.

Appellant’s right to amend in conformity with the recom-
mendation may only be exercised within the period allowed for
seeking court review, ordinarily sixty days from the date of the
Board’s decision.

1213.02 Statement as to Rejection of an Allowed
Claim [R-9)

37 CFR 1.196 Decision by the Board of >Patent< Appeals >and
Interferences<.
ot o kb

(d) Although the Board of >Patent< Appeals >and Interferences<
normally will confine its decision to areview of rejections made by the
* examiner, should it have knowledge of any grounds for rejecting any
allowed claim #*, it may include in its decision a **>recommended
rejection of the claim< and remand the case 1o the * examiner **, In
such event, the Board shall set a period, not less than one month, within
which the appellant may submit to the * examiner an appropriate
amendment, ¥ a showing of facts or reasons, or both, in order o avoid
the grounds set forth in the *>recommendation< of the Board of
>Patent< Appeals >and Interferences<. * The * examiner >ghall be
bound by the recommendation and shall enter and maintain the recom-
mended rejection unless an amendment or showing of facts nol previ-
ouslyofrecord is filed which in the opinion of the examiner, overcomes
the recommended rejection. Should the examiner make the recom-
mended rejection final the applicani< may appeal to the Board of
>Pateni< Appeals >and Interfercnces< **, Whenever a decision of the
Board of >Patent< Appeals >and Interferences< includes a remand,
that decision shall not be considered as a final decision**>, When ap-
propriate<, upon conclusion of the proceedings before the * examiner
*¥>the Board of Patent Appeals and Interferences may enter an order
otherwise making its decision final.<**

37 CFR 1.196(d) provides express authority for the Board
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*% 10 include, in its decision, a **>recommendation< for reject-
ing any allowed claim that it believes should be considered by
the * examiner. >37 CFR<* 1,196(d) also provi:ics that the
Board may remand the case to the examiner for su: 1 considera-
tion, and that the appellant shall have an <pport:» .y to respond
to the grounds sct forth by the Board y rior to coasideration by
the examiner. If the previously allowed claims are rejected by
the examiner, the rejection may be appealed to the Board.

>37CFR 1.196(d)<** further provides thatadecision of the
Board which includes a remand will not be considered as a final
decision in the case, but that the Board, following conclusion of
the proceedings before the * examiner, will either adopt its
earlicr decision as final or will render a new dccision based on
all appealed claims, as it considers appropriate. In either case,
final action by the Board will give rise to the alternatives
available to an appellant following a decision by the Board.

In situations where the * examiner concludes after consid-
eration of all the evidence and argument that the remanded
claims should be allowed, the rule dealing with reasons for
allowance (>37 CFR<* 1.109) provides an appropriate mech: -
nism forhimor her to explain, onthe record, his or her reasonin,,
for coming to this conclusion, notwithstanding the grounds set
forth by the Board in its statcment,

>37 CFR<* 1.196(d) does not affect the Board's authority
toremand a case to the * examiner without rendering a decision
in appropriate circumstances. >37 CFR<* 1,196(d) is not in-
tended asaninstruction tothe Board toreexamine every allowed
claim in every appealed application, It is, rather, intended to
give the Board express authority to act when it becomes appar-
ent, during the consideration of rejected claims, that one or more
allowed claims may be subject to rejection on cither the same or
on different grounds from those applied against the rejected
claims.

>1213.03 Publication of Board Decision [R-9]

Decisions of the Board may be published at the discretion
of the Commissioner. Requests by members of the public or
applicants to publish a decision of the Board should be referred
to the Office of the Solicitor. A decision in a pending or aban-
doncd application will be published in accordance with 37 CFR
1.14(d).<

1214 >Procedure < Following Decision by Board
[R-9]

»37 CFR 1.197. Action following decision.

(8) After decision by the Board f >Patent< Appeals >and Interfer-
ences<, the case shall be returned to the * examiner, subject to the
appellant’s right of appeal or other review, for such further action by the
appellantor by the ¥ examiner, as the condition of the case may require,

1o carry into effect the decision,
[ N

After an appeal to the Board has been decided, a copy of the
decision is mailed to the appellant and the original placed in the
file. The clerk of the Board notes the decision on the file wrapper
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and in the record of appeals, and then forwards the file to the *
examiner through the office of the group director immediately
if the examiner is reversed, and after about six weeks if the
cxaminer is affirmed or after a decision on a request for
reconsideration is rendered, <**

1214.61 >Procedure Foliowing< New Ground of
Rejection >by Board< [R-9]

37 CFR 1.196. Decisions by the Board of >Pateri< Appeals >and
Interferences<
LE R NN
(b) Should the Board of >Patent< Appeals >and Interferences<

have knowledge of any grounds not involved in the appeal forrejecting
any appealed claim, it may include in the decision a statement to that
effect with its reasons for so holding, which statement shall constitute
a >new< rejection of the claims. >When the Board of Patent Appeals
and Interferences make a new rejection of an appealed claim, the
appellant may exercise any one of the following three options:<

>(1)< The appellant may submit an appropriate amendment of the
claims so rejected or a showing of facts, or both, ard have the matter
#>reconsidered< by the * examiner >in which event the application
will be remanded to the examiner and the decision of the Board of
Patent Appeals and Interferences shall not be considered final for the
purpose of judicial review<. The statement shall be binding upon the
* examiner unless an amendment or showing of facts not previously of
record be made which, in the opinion of the * examiner, **>overcomes
the new< ground for rejection stated in the decision. >Should the
examiner >again reject the application<** the applicant may again
appeal to the Board of Patent Appeals and Interferences. When appro-
priate, upon conclusion of proceedings on remand before the examiner,
the Board of Patent Appeals and Interferences may enter an order
otherwise making its decision final.<

>(2)< The appellant may ** have the case reconsidered >under §
1.197(b)< by the Board of >Patent< Appeals >and Interferences< upon
the samerecord **, Where request for such reconsideration is made the
Board of >Patent< Appeals >and Interferences< shall, if necessary,
rercler a new decision which shall include 2!l grounds upon which a
patent is refused.

>(3)< The appellant may *#* treat the decision, including the
*>new< grounds for rejection given by the Board of >Patent< Appeals
>and Interferences<, as a final decision in the case.

Under 37 CFR 1,196(b), the Board may, in its decision on an
ex parte appeal, make a new rejection of one or more appealed
claims, in which case the appellant has the option of

(1) requesting reconsideration, or

(2) submitting an appropriate amendment of the rejected
claims, and/or a showing of facts, or

(3) treating the decision as a final decision.

(1) REQUEST FOR RECONSIDERATION<

A request for reconsideration by the Board must be filed
within **>one month< from the date of the decision, the period
set by »37 CFR<* 1,197(b). By proceeding in this manner the
appellant waives his or her right to further prosecution before
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the examiner. /n re Greenfield, 1930 C.D. 5§31, 5 USPQ 474,

However, an appellant’s request for reconsideration accom-
panicd by an affidavit containing a showing of facts to be added
to the record does not afford reconsideration by the Board as &
matter of right under »>37 CFR<* 1.196(b). The Board ** has
authority to remand the application to the examiner and the
examiner has authority to consider a ncw showing of facts
following a new rejection by the Board and withdraw the
Board'srejection based on the appellant’s affidavit and accom-
panying remarks, In such an instance, the examiner also has
authority to make any appropriate new rejection under >37
CFR<* 1,198 with the group director's approval.

>(2y SUBMISSION OF AMENDMENT OR SHOWING OF
FACTS

If the appellant elects to proceed before the examiner, he or
she must take such action within the period for response sct in
the Board's decision, which may notexceed six months from the
Board'sdecision. See/nreapplicationfiledJuly13,1950a1693
0.G. 136, 1955 C.D. 3. A shortenzd period for responsc of two
months ordinarily is set in the Board’s decision. A rejection
under 37 CFR 1.196(b) in effect nullifics the final rejection and
reopens the prosecution of the subject matter of the claims so
rejected by the Board.<

The appellant may amend the claims involved, or substitute
new claims to avoid the ar. or reasons adduced by the Board. Ex
parte Burrowes, 1904 C.D, 155, 110 O.G. 599. Such amended
or new claims must be directed to the same subject matter as the
appealed claims, Ex parte Comstock, 1923 C.D. 82,3170.G. 4.
The appellant may also submit a showing of facts under 37 CFR
1,131 or 1,132, as inay be appropriate.

Argument without either amendment of the claims so re-
jected >or the submission of a showing of facts< can result only
in a final rejection of the claims, since the examiner is without
authority to allow the claims unless amended or unless the
rejection is overcome by a showing of facts not before the
Board. The new ground of rejectionraised by the Board does not
reopen the prosecution except as to that subject matter to which
the new rejection was applied.

>If the examiner does not consider that the amendment and/
or showing of facts overcome the rejection, he or she will again
reject the claims; if appropriate, the rejection will be made final.

37 CFR 1.196(b)(1), as amended, adds the following sen-
tence as the penultimate sentence of the section:

Should the examiner repeat the rejection the applicant may
again eppeal to the Board of Patent Appeals and Interferences.

An applicant in whose application such a final rejection has
been made by the examiner may mistakenly believe that he or
she is entitled 1o review by the Board of the rejection by virtue
of the fact thatthe application was previously onappeal, 37 CFR
1.196(b) now makes it clear that after such a final rejection, an
applicant who desires further review of the matter must file a
new appeal to the Board, The language of 37 CFR 1.196(b) is
similar to the fourth sentence of 37 CFR 1.196(d). Such an
appeal from the subsequentrejection by the examiner will be an
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entircly new appeal involving a different ground and will
require a new notice of appeal and the payment of another fee.

(3) TREATING THE DECISION AS FINAL<

As a third option, appellant may trcat such decision of the
Board as final and file cither a direct appeal therefrom to the
*>C.AF.C.<, or a civil action under 35 U.S.C. 145. In re
Crowell, 1930C.D. 360,397 O.G. 3. Where the appellant makes
use of the third option, he or she waives his or her right to
rcconsideration by the Board, or by the examiner, discussed
above. In re Heinz, 1910 C.D. 292, 151 0.G. 1014,

1214.03 Rehearing and Reconsideration [R-9]

37 CFR 1.197. Action following decision.
ok

(b) A single request for ** reconsideration or modification of the
decision, may be made if filed within >one month<** from the date of
the ¢riginal decision, unless that decision i~ so modified as to become,
in cffect, a new decision, and the Board of >Patent< Appeals >and

Interferences< so states.
ok

*#All copies of references in the file wrapper should be
retained therein.

For extension of time to appeal to the Court of Appeals for
the Federal Circuit or commence a civil action under 37 CFR
1.304(a), see >MPEP §< 1002.02(n).

Forrequests forreconsideration by thie examiner sec >MPEP<
§1214.04.

1214.04 Examiner Reversed [R-9]

A complete reversal of the examiner’s rejection brings the
casc up for immediate action by the examiner,

The examiner should never regard such a reversal as a chal-
lenge 1o make a new search to uncover othier and better refer-
ences. This is particularly so where the application has mean-
whilc been transferred or assigned to an examiner other than the
one who finally rejected the claims. The second examiner
should give full faith and credit to >the prior examiner's<**
scarch,

If the examiner has specific knowledge of the existence of a
particular reference or references which indicate non-patenta-
bility of any of the appealed claims as to which the examiner was
reversed, he or she should submit the matter to the group director
for authorization to reopen prosecution under 37 CFR 1,198 for
the purpose of entering the new rejection. Note >SMPEP< §
1002.02(c),item 2, and >MPEP §< 1214.07, The group dircctor's
approval is placed on the action reopening prosecution,

The examiner may request reconsideration of the Board de-
cision. Such a request should normally be made within one
month of the receipt of the Board decision in the group, The
group director’s secretary should therefore date stamp all Board
decisions upon receipt in the group.

All requests by the examiner to the Board** for reconsid-
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eration of adecision, must be approved by the group director and
must also be forwarded to the Office of the Deputy Assistant
Commissioner for Patents for approval before mailing.

>The request should set a period of one month for the
appellant to file a reply.<

If approved, the Office of the Deputy Assistant Commis-
sioner for Patents will mail a copy of the request for reconsid-
eration to the appellant. >After the period set for appellant to file
a reply (plus mailing time) has expired,< the application file
>will be forwarded< to the Board**,

1214.05 Cancellation of Withdrawn Claims

Where an appellant withdraws some of the appealed claims,
and the Board reverses the examiner on the remaining appealed
claims, the withdrawal is treated as an authorization to cancel
the withdrawn claims. It is not necessary to notify the appellant
of the cancellation of the withdrawn claims.

1214.06 Examiner Sustained in Whole or in Part
[R-9]

37 CFR 1.197. Action following decision
W e N

(c) Proceedings are considered terminated by the dismissal of an
appeal or the failure to timely file an appeal to the court or acivil action
( § 1.304) except: (1) where claims stand allowed in an application or
(2) where the nature of the decision requires further action by the
examiner. In such cases, the date of termination of proceedings is the
date on which the appeal is dismissed or the date on which the time for
appeal to the court or review by civil action ( § 1.304) expires. If an
appeal to the court or a civil action has been filed, proceedings are
similarly considered terminated when the appeal or civil action is
terminated.

*#*The time for seeking review of a decision of the Board **
by the Court of Appeals for the Federal Circuit or the District
Court is the same for both tribunals, that is, sixty days, or sixty
days with the extension provided by >37 CFR«<* 1,304 in the
cvent a petition for reconsideration or rehearing is scasorably
filed before the Board, or as extended by the Commissioner. See
>MPEP< § 1214.93, When the time for sceking court review
(plus two wecks to allow for information as to the filing of an
appeal or civii action, if any, to reach the examiner) has passed
without such review being sought, the examiner must take up
the case for consideration, The situations which can arise will
involve one or more of the following six circumstances:

A. No claims stand allowed. The proceedings in the appli-
cation are terminated as of the date of the expiration of the time
for filing court action, The application is no longer considered
aspending, Itis to be stamped abandoned and sent to abandoned
files.

>Claims indicated as allowable prior to appeal except for
their dependency from rejected claims will be treated as if they
werercjected, The following examplesillustrate the appropriate
approach to be taken by the examiner in various situations:

1.If the Board affirms a rejection of claim 1 and claim 2 was
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objected to prior to appeal as being allowable except for its de-
pendency from claim 1. The examiner should hold the applica-
tion abandoned. '

2. If the Board affirms a rejection of claim 1 and claim 2 was
objected to prior to appeal as being allowable except for its de-
pendency from claim 1; independent claim 3 is allowed. Tk
examiner should cancel claims 1 and 2 and issue the application
with claim 3 only.

3. If the Board or court affirms a rejection against an inde-
pendent claim and reverses all rejections against a claim de-
pendent thereon, the examiner, after expiration of the period for
further appeal, should proceed in one of two ways:

a. Convert the dependent claim into independent form by
examiner's amendment, cancel all claims in which the rejection
was affirmed, and issue the application; or

b. Set a cne-month time period in which appellant may
rewrite the dependent claim(s) in independent form. Extensions
of time under 37 CFR 1.136(a) willnot be permitted. If notimely
response is received, the examiner will cancel all rejected and
objected to claims and issue the case with the allowed claims
only.

The following language may be used where appropriate:

Claim(s) is/are incompleie because theclaim(s)on
which it/they depend(s) from has/have been cancelled by the
examiner in accordance with MPEP 1214.06. Applicant is
given a one month time limit from the date of this letter in
which to present claim(s) ___._______ in independent form. No
extensions of time under 37 CFR 1.136(a) will be granted.

Failure to comply with this deadline will result in cancellation

of claim(s) and this application will be;

i. allowed with claim(s) (if other claims a.¢ allowed), or

ii. abandoned (if there are no allowed claims).

B.Claims stand allowed. The appellant is not required to file
aresponse. The examiner takes the case up and passes it to issue
on the claims which stand allowed. A red ink line should be
drawn through the refused claims and the notion “Board Deci-
sion “ written in the margin in red ink,

If uncorrected matters of form which cannot be handled
without written correspondence remain in the case, the exam-
iner should take appropriate action but prosecution is otherwise
closed. >Noie subsection A of this section for handling of claims
dependenton rejected claims.< A letter such as set forth in Form
Paragraph 12.20 is suggested:

12.20 Period for seeking court review has lapsed

The period for secking court review of the decision by the Board
of Patent Appeals and Interferences rendered [1] has expired and no
further action has been tsken by applicant. The proceedings as 1o the
rejected claims are considered terminated; sce 37 CFR 1.197(c).

The application will be passed to issue on allowed claiin [2]
provided the following formal matters are prompily corrected: {3]
Prosecution is otherwise closed.

Examiner Note:
In bracket 1, enter the date of the decision,
In bracket 2, identify the allowed claims.

(Set a thisty day Shortened Statutory period for response.)
>Note 37 CFR 1.191(d) for extensions of time.<
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C. Claims require action. If the decision of the Board is an
affirmance in part and includes a reversal of a rejection that
brings certain claims up for action on the merits, such as a
decision reversing the rejection of generic claims in a case
containing claims to nonelected species not previously acted
upon, the examiner will take the case up for appropriate action
on the matters thus brought up, but the case is not considered
open to further prosecution except as to such matters.

D.>37 CFR<*1.196(b) rejection. Where the Board makes
a new rejection under 37 CFR 1.196(b) and no action is taken
with reference thereto by appellant within six months, or such
shortened time period as may be set in the Board’ s decision, the
examiner should proceed in the manner indicated for situations
A, B, or C, depending on which is appropriate to the case. See
>MPEP< § 1214.01.

If the Board *>affirms< the examiner’s rejection, but also
enters a new ground of rejection under 37 CFR 1.196(b), the
**>subsequent procedure depends upon the action taken by the
appellant with respect to the 37 CFR 1.196(b) rejection.

(1) If the appellant elects to request reconsideration of the
new rejection, see MPEP § 1214.01, part (1), the request for
reconsideration of the new rejection and of the affirmance must
be filed within one month from the date of the Board's decision.

(2) If the appellant elects to proceed before the examiner
with regard to the new rejection, see MPEP § 1214.01, part (2),
the Board's affirmance wiii be treated as non-final, and no
request for reconsideration of the affirmance need be filed at that
time. Once prosecution of the claims which were rejected under
37 CFR 1.196(b) is terminated before the examiner, the appli-
cation file must be returned to the Board so that the appeal can
pe dismissed, or so that a decision making the original affir-
mance final can be entered, depending on the circumstances.
The time for filing arequest for reconsideration or seeking court
review runs from the date of the decision by the Board makirg
the original affirmance final. See MPEP § 1214.03 and 1216.

(3) If the appellant clects to treat the decision as final with
respect to the affirmance and the new rejection and file a court
action, seec MPEP § 1214.01, part (3).<

E. >37 CFR<* 1.196(>d<) recommendation. Where the
Board makes a recommendation under 37 CFR 1.196(>d<) and
no action is taken with reference thereto by the appellant within
the time permitted for court review, ordinarily sixty days from
the daie of the decision, the examiner should proceed in the
manner indicated for situations A, B, or C, depending on which
is appropriate to the case. Sec >SMPEP< § 1213.01.

F. Appeal dismissed. Where the appeal has been dismissed
for failure to argue a ground of rejection involving all the
appealed claims see >MPEP< § 1215.04,

The practice under situations A, B, and C is similar to the
practice after a decigion of the court outlined in >MPEP< §
1216.01.

In view of the above praclice, examiners must be very
careful that applications which come back from the Board **
are notoverlooked because every case, except those in which all
claims stand rejected after the Board's decision, is up for action
by the examiner in the event no court review has been sought,
Consequentiy, when a file is received after decision by the
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Board **, it must be examined and appropriate precautions
taken to indicate the presence of allowed claims, if any. This
may be done by writing the notation “Allowed Claims * or
“Rejection Reversed “ on >the< “Contents “ page< of file
wrapper immediately below endorsement “Decision by Board

See >MPEP< §§ 1216.01 and 1216.02 for procedure where
court review is sought.

1214.07 Reopening of Prosecution [R-9]

37 CFR 1.198. Reopening afier decision.

Cases which have been decided by the Board of >Patent< Appeals
>and Interferences< will not be reopened or reconsidered by the
primary examiner, except under the provisions of § 1.196, without the
written authority of the Commissioner, and then only for the considera-
tion of matters not already adjudicated, sufficient cause being shown.

Sometimes an amendment is filed after the Board’s decision
which does not carry into effect any rec_mmendation made by
the Board and which presents anew oramended claim or claims.
In view of the fact that the prosecution of the case is definitely
closed, the appellant clearly is not entitled to have such amend-
ment entered as a matier of right. However, if the amendment
obviously places the case in condition for allowance, the pri-
mary examiner should endorse on the amendatory paper a rec-
ommendation that the asiiecndment be admitted, and with the
concurrence of the group director, the amendment will be
entered. Note >MPEP< § 1003, item 14,

Where the amendment cannot be entered, the examiner
should write to the appellant >indicating<** that the amend-
ment cannot be entered and stating the reason why, The refusal
should never be made to appear arbitrary or capricious,

Form Paragraph 12.19 should be used:

12.19 Amendment after Board decision

The amendment filed [1] after a decision of the Board of Patent
Appeals and Interferences is refused entry under 37 CFR 1.116(c)
because prosecution is closed and the proposed claim(s) raise new
issues which require further consideration or search,

Examiner Note:

Identify the new issues,

This paragraph is not to be used in aresponse to a 37 CFR 1.196(b)
rejection,

In the event that claims stand allowed in the case under the
conditions set forth in >MPEP< § 1214.06 (paragraph B), the
case should be passed to issue,

Petitions under 37 CFR 1.198 to reopen or reconsider prose-

cution of a patent application after decision by the Board **,

where no courtaction has been filed, are decided by >the< group
director, >MPEP< § 1002.02(c), item 2,

The Commissioner also entertains petitions under 37 CFR
1.198 to reopen certain cases in which an appellant has sought
review under 35 U.S.C. 141 or 145, This procedure is restricted
tocases which have been decided by the Board ** and which are
amenable to settlement without the need for going forward with
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the court proceeding. Such petitions will ordinarily be granted
only in the following categories of cases:

1. When the decision of the Board ** asserts that the
rejection of the claims is proper because the claims do not
include a disclosed limitation or because they suffer from some
other curable defect, and the decision reasonably is suggestive
that claims including the limitation or devoid of the defect will
be allowable;

2. When the decision of the Board ** asserts that the
rejection of the claims is proper because the record does not
include evidence of a specified character, and is reasonably
suggestive that if such evidence were presented, the appealed
claims would be allowable, and it is demonstrated that such
evidence presently exists and can be offered; or

3. When the decision of the Board ** is based on a practice,
rule, law, or judicial precedent which, since the Board's deci-
sion, has been rescinded, repealed, or overruled.

Any such petition must be accompanied by the proposed
amendment, evidence, or argument said to justify allowance of
the claims. The petition further must point out how the case falls
withinone of the preceding categories. Failure to do so or failure
of the case to qualify as coming within one of the categories wll
usually constitute basis for denying the petition. In any event, no
case will be reopened unless it is for the consideration of matters
not already adjudicated, and sufficient cause has been shown,

Such petitions will not be ordinarily entertained after the
filing of the Commissioner’s brief in cases in which review has
beensoughtunder 35U.S.C. 141, oraftertrial ina 35 U.S.C. 145
case.

In the case of an appeal under 35 U.S.C. 141, if the petition
is granted, steps will be taken to request the court to remand the
case to the Patent and Trademark Office and if so remanded the
proposed amendments, evidence, and arguments will be entered
of record in the application file for consideration, and further
action will be taken by the Board ** in the first instance or by
the examiner as may be appropriate. In the case of civil action
under 35 U.S.C. 145, steps will be taken for obtaining dismissal
of theaction without prejudice to consideration of the proposals.

1215WithdrawalorDismissalof Appeal
121501 WithdrawalofA ppeal[R 9]

Exceptinthose instances where awithdrawal of an appeal would
resultinabandonment of the application, an attorney notof record
in an application may file a paper under 37 CFR 1,34(a)
withdrawing an appeal, In such instances where no allowable
claims appear in the application, the withdrawal of an appeal is
in fact an express abandonment and docs not comply with 37
CFR 1.138 except where a continuing application is being filed
on the same date,

Where, after appeal has been filed and before decision by the
Board **, an applicant withdraws the appeal after the period for
response to the final rejection has expired, the application is to
be considered abandoned as of the date on which the appeal was
withdrawn unless there are allowed claims in the case.

Where a letter abandoning the application is filed in accor-
dance with >37 CFR<* 1,138, the effective date of abandon-
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ment is the daic of filing of such letier.

If a brief has been filed within the time permitted by 37 CFR
1.192 (or any extension thereof) and an answer mailed and
appellant withdraws the appeal, the case is returned to the
cxaminer.

Toavoidthe rendering of decisions by the Board of >Patent<
Appcals >and Interferences< in applications which have al-
rcady been refiled as continuations, applicants should promptly
inform the clerk of the Board in writing as soon as they have
positively decided torefile or to abandon an application contain-
ing an appeal awaiting a decision. Failure to exercise appropri-
ate diligence in this matter may result in the Board’s refusing an
otherwise proper request to vacate its decision.

>Applications having no allowed claims will be aban-
doned. Claims which are allowable except for their dependency
from rejected claims will be treated as if they were rejected. The
following examples illustrate the appropriate approach to be
taken by the examiner in various situations:

1. Claim 1 is allowed; claims 2 and 3 are rejected. The
examiner should cancel claims 2 and 3 and issue the application
with claim 1 only.

2. Claims 1 - 3 are rejecied. The examiner should hold the
application abandoned.

3. Claim 1 is rejected and claim 2 is objected to as being
aliowable except for its dependency from claim 1. The examiner
should hold the application abandoned.

4, Claim 1 is rejected and claim 2 is objected to as being
allowable except for its dependency from claim 1; independent
claim 3 is allowed. The examiner should cancel claims 1 and 2
and issue i)~ application with claim 3 only.<

1215.02 Claims Standing Aliowed

If the application contains allowed claims, as well as claims
on appcal, the withdrawal of the appeal does not operate as an
abandonment of the application, but is considered a3 withdrawal
of the appeal as to those claims and authority to the examiner to
cancel the same. An amendment canceling the appealed claims
is cquivalent to a withdrawal of the appeal.

1215.03 Partial Withdrawal

A withdrawal cf the appeal as to some of the claims on
appeal operates as a cancellation of those claims from the case
and the appeal continues as to the remaining claims. The
withdrawn claims will be canceled from an application by
direction of the examiner when necessary without further action
by the applicant.

1215.04 Dismissal of Appeal [R-9]

If no brief is filed within the time prescribed by 37 CFR
1.192, the appeal stands dismissed by operation of the rule. The
letter (form PTOL-333) notifying the appeliant that the appeal
stands dismissed is not an action in the case and does not start
any period for reply. If no claims stand allowed the application
is considered as abandoned on the date the brief was due, ** If
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claims stand allowed in the application, the failure to file a brief
and conscquent dismissal of the appeal is to be treated as a
withdrawal of the appeal and of any claim not standing allowed.
The application should be passed to issue forthwith. Unless
appellant specifically withdraws the appeal astorejected claims,
the appeal should not be dismissed unti! the extended period (4
months under 37 CFR 1.136(a)) to file the brief has expired.

>Applications having no allowed claims will be aban-
doned. Claims which are allowable except for their dependency
from rejected claims will be treated as if they were rejected. The
following examples illustrate the appropriate approach to be
taken by the examiner in various situations:

1. Claim 1 is allowed; claims 2 and 3 are rejected. The
examiner should cancel claims 2 and 3 and issue the application
with claim 1 only.

2. Claims 1 - 3 are rejected. The examiner should hold the
application abandoned.

3. Claim 1 is rejected and claim 2 is objected to as being
allowable except for its dependency from claim 1. The examiner
should hold the application abandoned.

4. Claim 1 is rejected and claim 2 is objected to as being
allowable except for its dependency from claim 1; independent
claim 3 is allowed. The examiner should cancel claims 1 and 2
and issue the application with claim 3 oniy.<

However, if formal matters remain to be attended to, the
examiner should take appropriate action on such matters, sctting
a shortened period for reply, but the application is to be consid-
ered closed to further prosecution except as to such matters. A
letter such as the following is suggested:

“In view of applicant’s failure to file a brief within the time
prescribed by 37 CFR 1.192, the appeal stands dismissed and the
proceedings as to the rejected claims are considered terminated;
see 37 CFR 1.197(c).

“This application will be passed to issue on claims (identify)
which stand allowed provided the following formal matter(s) is
(are) corrected. Prosecution is otherwise closed.

(Set out formal matter(s) requiring correction,)

(Setathirty day shortened statutory period for response.) **

1216 **>Judicial Review< [R-9]

>35US.C. 141. Appeal to Court of Appeals for the Federal Circuit,

An applicant dissatisfied with the decision >in an appeal< the
Board of Patent Appeals and Interferences under section 134 of this
title may appeal the decision to the United States Court of Appeals for
the Federal Circuit >. By< filing >such< an appeal the applicant waives
his or her right to proceed under section 145 of this title. A party to an
interference dissatisfied with the decigsion of the Board of Patent
Appeals and Interferences on the interference may appeal the decision
to the United States Court of Appeals for the Federal Circuit, but such
appeal shall be dismissed if any adverse party to such interference,
within twenty days after the appellant has fiied notice of appeal in
accordance with section 142 of this title, files notice with the Commis-
sioner that the party elects to have all further proceedings conducted as
provided in section 146 of this title. If the appellant does not, within
thirty days after filing of such notice by the adverse party, file a civil
action under section 146, the decision appealed from shall govern the
further proceedings in the case.
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35 U.S.C. 145, Civil action to obtain patent.

An applicant dissatisfied with the decision of the Board of Patent
Appeals and Interferences in **>an appeal< under section 134 of this
title, may, unless appeal has been taken (o the United States Court of
Appeals for the Federa] Circuit, have remedy by civil action against the
Commissioner in the United States District Court for the District of Co-
lumbia if commenced within such time after such decision, not less
than sixty days, as the Commissioner appoints. The court may adjudge
that such applicant is entitled to receive ¢ patent for his invention, as
specified in any of his claims involved in the decision of the Board of
Patent Appeals and Interferences, as the facts in the case may appear
and such adjudication shall authorize the Commissioner to issue such
patent on compliance with the requirements of law. All the expenses of
the proceedings shall be paid by the applicant.

35 US.C. 146 Civil action in case of interference.

Any party to an interference dissatisfied with the decision of the
Board of Patent Appeals and Interferences, may have remedy by civil
action, if commenced within such time afier such decision, not less than
sixty days, as the Commissioner appoints or as provided in section 141
of this title, unless he has appealed to the United States Court of
Appeals for the Federal Circuit, and such appeal is pending or has been
dezided. In such suits the record in the Patent and Trademark Office
shall be admitted on motion of either party upon the terms and
conditions as to costs, expenses, and the further cross-examination of
the witnesses as the court imposes, without prejudice to the right of the
partics to take further testimony. The testimony and exhibits of the
record in the Patent and Trademark Officec when admitted shall havethe
same effect as if originally taken and produced in the suit,

Such suit may be institutcd against the party in interest as shown by
the records of the Patent and Trademark Office at the time of the
decision complained of, but any party in interest may become a party
to the action. Ifthere be adverse parties residing in a plurality of districts
not embraced within the same state, or an adverse party residing in a
foreign country, the United States District Court for the District of
Columbia shall have jurisdiction and may issue summons against the
adverse parties directed 1o the marshal of any district in which any
adverse party resides. Summons against adverse parties residing in
foreign countries may be served by publication or otherwise as the
court dirccts. The Commissioner shall not be a necessary party but he
shall be notified of the filing of the suit by the clerk of the court in which
it is filed and shall have the right to intervene. Judgment of the court in
favor of the right of an applicant to a patent shall authorize the
Commissioner to issue such patent on the filing in the Patent and
Trademark Office of a certified copy of the judgment and on compli-
ance with the requirements of law.

35U.8.C. 306 Appeal.

The patent owner involved in 4 reexamination proceeding under
this chapter may appeal under the provisions of section 134 of this title,
and may seek court review under the provisions of sections 141 to 145
of this title, with respect to any decision adverse to the patentability of
any original or proposed amended or new claim of the patent.<

37CFR 1.301.Appealto U.S.Court of Appeals for the Federal Circuit.

Any applicant or any owner of a patent involved in areexamination
proceeding dissatisfied with the decision of the Board of Patent
Appeals and Interferences, and any party to aninterference disgatisficd
with the decision of the Board of Patent Appeals and Interferences, may
appeal to the U.S. Court of Appeals for the Federal Circuit, The
appellant must take the following steps in such an appeal: (a) In the
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Patent and Trademark Office file a written notice of appeal directed to
the Commissioner (see §8 1.302 and 1.304); and (b) in the Coun, file
a copy of the notice of appeal and pay the fee for appeal, as provided
by the rules of the Court. The certified list of documents and any

original or certified copies of such documents required by the Court
will be transmitted to the Court by the Patent and Trademark Office.

37 CFR 1.303. Civil action under 35 US.C. 145, 146, 306.

(a) Any applicant or any owner of a patent involved in a reexami-
nation proceeding dissatisfied with the decision of the Board of Patent
Appeals and Interferences, and any party dissatisfied with the decision
of the Board of Patent Appeals and Interferences, may, instead of
appealing to the U.S, Court of Appedls for the Federal Circuit ( §
1.301), have remedy by civil action under 35 U.5.C. 145 or 146, as
appropriate. Such civil action must be commenced within the time
specified in § 1.304,

(b) If an applicant in an ex parte case or an owner of a patent
involved in arcexamination proceeding has taken an appeal to the U.S.
Court of Appeals for the Federal Circuit, he or she thereby waives his
or her right to proceed under 35 U.S.C, 145,

(c) If any adverse party to an appeal taken to the U.S. Court of
Appeals for the Federal Circuit by a defeated party in an interference
proceeding files notice with the Commissioner within twenty days
after the filing of the defeated party's notice of appeal to the court (§
1.302), that he or she elects to have all furthzr proceedings conducted
as provided in 35 U.5.C. 146, certified copies of such notices will be
transmitted to the U.S, Court of Appeals for the Federal Circuit for such
action as may be nccessary. The notice of election must be served as
provided in § 1.646.<

37 CFR 1.304. Time for appeal or civil action.

(a) The time for filing the notice ** of appeal to the U.S, Court of
Appeals for the Federal Circuit ( § 1.302) or for commencing a civil
action ( § 1.303) is sixty days from the date of the decision of the Board
of >Patent< Appeals >and Interferences< **, If a request for #*
reconsideration or modification of the decision is filed within the time
provided >under<®* § 1,197(b) or § >1.658(b)<*, thetime for filing an
appeal or commencing e civil action shall expire at the end of the sixty-
day period or thirty days after action on the request, whichever is later.
>Except for an appeal from or commencing a civil aclion after a
decision of the Board of Patent Appeals and Interferences in a reexami-
nation praceeding or an interference proceeding, the<* time periods set
forth herein are subject to the provisions of § 1.136. >See § 1.550(c) for
extensions of time to appeal or commence & civil action in a reexami-
nation proceeding. Sce § 1.645(a) for extensions of time to appeal or
commenceacivil action in aninterference, Anexaminer-in-chief, upon
a showing of excusable neglect, mey extend the time for secking
judicial review of a decision of the Board of Patent Appeals and
Interferences in an interference case when a request is untimely filed
after expiration of the time prescribed by this section.<

(b) The times specified herein are calendar days, If the last day of
the time specificd for appeal or commencing a civil action falls on a
Saturday, Sunday or legal holiday, the time is extended to the next day
which ig neither a Saturday, Sunday nor & holiday.

(c) If a defeated party to an interference has taken an appeal to the
U.8. Court of Appeals for the Federal Circuit and an adverse party has
filed notice under 35 U.S.C. 141 that he >or she< elects to have all
further proceedings conducted under 35 U.S.C. 146 ( § 1.303(c)), the
time for filing a civil action thereaflter is specified in 35 U,8.C. 141, ¥*
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The applicant in an ex parte proceeding or the owner of a
patent involved in a reexamination proceeding who is dissatis-
fied with a decision of the Board may seck judicial review either
by anappeal to the U.S. Court of Appeals for the Federal Circuit
(35 U.S.C. 141, 306; 37 CFR 1.301) or by a civil action in the
U.S. District Court for the District of Columbia (35 U.S.C. 145,
306; 37 CFR 1.305(a)). By filing an appeal to the Federal
Circuit, the applicant in an ex parte case or the owner of a patent
involved inareexamination proceeding waives the right to seek
judicial review by a civil action under 35 U.S.C.145. 37 CFR
1.303(b).

INTERFERENCE PROCEEDINGS

Any party to an interference who is dissatisfied with a deci-
sion of the Board may seck judicial review either by an appeal
to the Federal Circuit (35 U.5.C.141; 37CFR 1.301) or, if no 35
U.S.C. 141 appeal is pending or has been decided, by a civil
action in an appropriate district court (35 U.S.C. 146; 37 CFR
1.303(a)). Furthermore, a 35 U.S.C. 141 appes. (o the Federal
Circuit by a dissatisfied party in an interference will be dis-
miszed if any adverse party in the interference, within twenty
(20) days after the appellant has filed a notice of appeal accord-
ing to 35 U.5.C. 142, files notice with the Commissioner that
such adverse party elects to have all further proceedings con-
ducted in accordance with 35 U.S.C.146. 35 U.S.C. 141; 37
CFR1.303(c). If, within thirty (30) days after filing of such
notice of clection by an adverse party, the appellant does not file
a civil action under 35 U.S.C.146, the decision appealed from
shall govem the fusther proceedings in the case, 35U.S.C, 141,
Copies of such notice of election, which must be served as
provided in 37 CFR 1.646, will be transmitted by the Solicitor
to the Federal Circuit for such action as may be necessary, 37
CFR 1.303(c).

TIME FOR FILING NOTICE OF APPEAL OR COM-
MENCING CIVIL ACTION

The time for filing a notice of a 35 U.S.C. 141 appeal to the
Federal Circuit or for commencing a civil action under 35
U.S.C.145 or 146 is within sixty (60) days of the Board's
decision, 37 CFR 1.304(a). However, if a request for reconsid-
eration or modification of the Board's decision is filed within
the time provided under 37 CFR 1,197(b) (ex parte appeals) or
37 CFR 1.658(b) (imer partes appeals), the time for filing a
notice of appeal to the Federal Circuit or for commencing a civil
action expires either sixty (60) days after the initial decision or
thirty (30) days after a decision on a request for reconsideration
or modification, whichever is later, 37 CFR 1.304(a).

Thetimesspecifiedin 37 CFR 1,304 are calendar days, If the
last day of the time specified for appeal or commencing a civil
action falls on a Saturday, Sunday or legal holiday, the time is
extended to the next day which is neither a Saturday, Sunday nor
a holiday, 37 CFR 1.304(b).
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If a defeated party to an interference has taken an appeal to
the Federal Circuit and an adverse party has filed notice under
35 U.S.C. 141 that he or she elects to have all further proceed-
ings conducted under 35 U.S.C. 146 (37 CFR 1.303(c)), the time
for filing a civil action thereafter is specified in 35 U.S.C. 141.
37 CFR 1.304(c).

Except for an appeal from or a civil action based on a
decision in a reexamination proceeding or an interference
procecding, the time for filing notice of appeal or for commenc-
ing a civil action may be extended pursuant to the provisions of
37 CFR 1.136(a) and 37 CFR 1.304(a),>unless the Board has
indicated that 37 CFR 1.136(a) docs not apply<.

Extensions of time in reexamination proceedings are gov-
erned by 37 CFR 1.550(c), while extensions of time in interfer-
ence proceedings are governed by 37 CFR 1.645. Furthermore,
an cxaminer-in-chief, upon a showing of excusable neglect,
may extend the time for seeking judicial review of a decision of
the Board in an interference proceeding when a request is un-
timely filed after expiration of the time prescribed by 37 CFR
1.304.

The administrative file of an application under judicial re-
view, even though carried to a court, will not be opened to the
public by the Patent and Trademark Office, unless it is otherwise
available to the public under 37 CFR 1.11.

During judicial review, the involved application or reexami-
nation is not under the jurisdiction of the examiner or the Board,
unless remanded to the Patent and Trademark Office by the
court. Any amendment, sucii as one copying claims from a
patent for interference purposes, can be admitted only under the
provisions of 37 CFR 1.198, Se¢c MPEP § 1214.07.

SERVICE OF COURT PAPERS ON THE
COMMISSIONER

Rule 5(b) of the Federal Rules of Civil Procedure provides
in pertinent part:

Whenever under these rules service is required or permit-
ted to be made upon a party represented by an attorney the
service shall be made upon the attorney unless service upon the
party himself is ordered by the court, Service upon the attorney
. . . shall be made by delivering a copy to him or by mailing it
to him at his last known address ... .

Similarly, Rule 25(b) of the Federal Rules of Appellate Pro-
cedure provides that “[s]ervice on a party represented by coun-
sel shall be made on counsel,”

Accordingly, all service copies of papers filed in court pro-
ceedingsin which the Commissioner of Patents and Trademarks
is a party must be scrved on the Solicitor of the Patent and
Trademark Office, Service on the Solicitor may be effected in
cither of the following ways:

1. By handbetween 8:30 AM. and 5:00 P.M., at the Office
of the Solicitor, located in Crystal Plaza Two,2011 Jefferson
Davis Highway, Sth Floor, Room 5-C-15, Arlington, VA,
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2. By mail in an envelope addressed as follows:
Office of the Solicitor
P.O. Box 15667
Arlington, VA 22215

While the above mail service address may be supplemented
to include the name of the particular attorney assigned to the
court case, it must pot be supplemented to refer to either the
Commissioner of Patents and Trademarks or the U.S. Patent and
Trademark Office.

Any court papers mailed to an address other than the above
mail service address or delivered by hand to the Patent and
Trademark Office are deemed to have been served on the Com-
missioner when actually received in the Office of the Solicitor.

The above mail service address shouid not be used for filing
a notice of appeal to the Federal Circuit. Sec MPEP § 1216.01.

Nor should the above mail service address be used for non-
court papers, i.e., papers which are intended to be filed in the
Patent and Trademark Office in connection with an application
or other proceeding pending in the Patent and Trademark
Office. ANY NON-COURT PAPERS WHICH ARE MAILED
TO THE ABOVE MAIL SERVICE ADDRESS WILL BE RE-
TURNED TO THE SENDER. NC LXCEPTIONS WILL BE
MADE TO THIS POLICY .<

1216.01 **Appeals *>to< the Federal Circuit
[R-9]

*% 35 US.C. 142. Notice of appeal.

When an appeal is taken to the United States Court of Appeals for
the Federal Circuit, the appellant shall *# file in the Patent and
Trademark Office >a written notice of appeal directed to the Commis-
sioner, <** within such time after the date of the decision >from which
the appeal is taken as the Commissioner prescribes, but inno case< less
than sixty days, >after that date<**,

35US.C. 143. Proceedings on appeal.

»>With respect to an appeal described in section 142 of this
title,<** the Commissioner ** shall transmit to the >United States
Court of Appeals for the Federal Circuit a certified list of documents
comprising the record in the Patent and Trademark Office. The court
may request that the Commissioner forward the original or certified
copies of such documents during pendency of the appeal<. In an ex
parte case, the < Commissioner shall >submit< to the court >in writing
## the grounds >for<® the decision of the Paient and Trademark Office,
>addressing all the issues involved in the appeal. Thecourt shall, before
hearing an appeal, givenotice of the time and place of the hearing to the
Commissioner and the parties in the appeal<,

35US.C. 144. Decision on appeal.

The United States Court of Appeals for the Federal Circuit** shall
sreview the decision from which an< appeal >is taken on the record<
before the Patent and Trademark Office™*, Upon its determination the
court shall »issue its mandate and opinion,< ¥* which shall be entered
of record in the Patent and Trademark Office and >shall< govern the
further proceedings in the case.

37CFR 1.302. Notice ** of appeal.
(a) When an appeal is taken to the U.S. Court of Appeals for the
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Federal Circuit, the appellant shall give notice thereof to the Commis-
sioner ** within the time specified in § 1.304 **.

(b) In interferences **, the notice ** must be served as provided in
§ >1.646<*,

>Filing an appeal to the Federal Circuit requires that the
applicant, the owner of a patent involved in a reexamination
proceeding, or a party to an interference proceeding, (1) file in
the Patent and Trademark Office a written notice of appeal (35
U.S.C. 142) directed to the Commissioner and (2) file with the
Clerk of the Federal Circuit a copy of the notice of appeal and
pay the $100 fee for the appeal, as provided by Federal Circuit
Rule §2. 37 CFR 1.301.

For a notice of appeal to be considered timely filed in the
Patent and Trademark Office, it must (1} actually reach the
Patent and Trademark Office within the time specified in 37
CFR 1.304 (including any extensions) or (2) be mailed within
the time specified in 37 CFR 1.304 (including any extensions)
by “Express Mail” in accordance with 37 CFR 1,10,

A certificate of mailing under 37 CFR 1.8 gcannotbe used for
the purpose of effecting “filing” of a notice of an appeal to the
Federal Circuit. In re Thrifty, 231 USPQ 560 (Comm'r, Pat.
1986), mandamus denied mem., Misc. No. 137 (Fed. Cir. Nov.
21, 1986) (unpublished). Thus, a notice of appeal mailed to the
Patent and Trademark Office prior to the due date with a certifi-
cate of mailing under 37 CFR 1.8 will not be considered timely
unless it reaches the Patent and Trademark Office by the due
date.

A Notice of Appeal to the Federal Circuit should not be
mailed to the Commissioner, the Board or the examiner, Nor
should it be mailed to the Solicitor’s mail service address for
court papers, given in MPEP § 1216, Instead, it should be filed
in the Patent and Trademark Office in any one of the following
ways:

1. By mail addressed as follows, in which case the notice of
appeal must actually reach the Patent and Trademark Office by
the due date:

Box 8

Commissioner of Patents and Trademarks
Washington, D.C, 20231

Attention: Office of the Solicitor

2. By “Express Mail” (U.S. Postal Service only) under 37
CFR 1.10 addressed as follows, in which case the notice of
appeal is decmed filed on the date of the Express Mail certifi-
cate:

Box 8

Commissioner of Patents and Trademarks
Washington, D.C. 20231

Atiention: Office of the Solicitor

3. By hand to the Office of the Solicitor, located in
Crystal Plaza Two,
2011 Jefferson Davis Highway,
5th Floor, Room 5-C-15,
Arlington, Virginia,
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A copy of the notice of appeal and the $100 fee should be
filed with the Clerk of the Federal Circuit, whose mailing and
actual address is:

U.S. Court of Appeals for the Federal Circuit
717 Madison Place, N.W,
Washington, D.C. 20439

The Solicitor, prior to a decision by the Federal Circuit, may
request that the case be remanded to the Patent and Trademark
Office and prosecution rzopened. See MPEP § 1214.07.

OFFICE PROCEDURE FOLLOWING DECISION BY THE
FEDERAL CIRCUIT

After the Federal Circuit has heard and decided the appeal,
an uncertified copy of the decision is sent to the Patent and
Trademark Office and to the appellant and appellee (if any).

In due course, the Clerk of the Federal Circuit forwards to
the Patent and Trademark Office a certificd copy of the court’s
decision. This certified copy is known as the “mandate.” The
mandate is entered in the file of the application, reecxamination
or interference which was the subject of the appeal. The date of
receipt of the mandate by the Patent and Trademark Office
marks the conclusion of the appeal, i.c., the “t~rmination of
proceedings” as that term is used in 35 U.S.C. 120, sce In re
Jones, 542 F. 2d 65, 191 USPQ 249 (CCPA 1976), and Conti-
nenial Can Company v. Schuyler, 326 F, Supp. 283, 168 USPQ
625 (D.D.C. 1970), or "termination ¢f the interference” as that
term is used in 35 U.S.C. 135(c).

The Federal Circuit’s opinion may or may not be published.
Whether or not the opinion is published, the Patent and Trade-
mark Office will not give the public access to the administrative
record of an involved application, or io the file of an interfer-
ence, unless it is otherwise available to the public under 37 CFR
1.11. However, since the court recordina 35 U.S.C. 141 appeal
generally includes a copy of at least part of the application, such
may be inspected at the Federal Circuit. In re Mosher, 248 F.2d
956, 115 USPQ 140 (CCPA 1957).

In an ex parte appeal, after the mandate is entered in the ap-
plication or recxamination file, the file is then returned to the
appropriate Patent and Trademark Office official for further
proceedings consistent with themandate. >See MPEP § 1214.06
for handling of claims dependent on rejected claims.<

1Al claims rejected,

If all claims in the case stand rejected, proceedings in the
case are considered terminated on the date of receipt of the
Federal Circuit’s mandate. Because the case isnio longer consid-
ered pending, itig ordinarily not open 1o subsequent amendment
and prosecution by the applicant. Continental Can Company v.
Schuyler, 326 F. Supp. 283, 168 USPQ 625 (D.D.C. 1970).
However, exceptions may occur where the mandate clearly
indicates that further action in the Patent and Trademark Office
is to be taken in accordance with the Federal Circuit’s opinion,

2. Some claims allowed,

Where the case includes onc or more allowed claims, includ-
ing claims allowed by the examiner prior to appeal and claims
whoserejections were reversed by either the Board or the court,
the proceedings are considered terminated only as to any claims
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which still stand rejected. It is not necessary for the applicant or
patent owner to cancel the rejected claims, since they may be
canceled by the examiner in an examiner’s amendment or by an
appropriate notation in the margin of the claims, to avoid con-
fusion of the printer. Thus, if no formal matters remain to be
attended 1o, the examiner will pass the application to issue
forthwith on the allowed claims or, in the case of a reexamina-
tion, will issuc a “Notice of Intent to Issuc a Recxamination
Certificate and/or Examiner's Amendment.” Sce MPEP § 2287.

If formal matters remain to be attended to, the examiner
promptly should take appropriate action on such matters, such
as by an examiner’s amendment or by an Office action setting
a 30 day shortened period for reply. However, the application or
reexamination proceeding is considered closcd to further prose-
cution cxcept as to such matters.

3 Remand,

Where the decision of the court brings up for action on the
merits claims which were not previously considered on the
merits, such asadecision reversing arejection of generic claims
inacase containing claims to non-clected specics, the examiner
will take the case up for appropriate action on the matters thus
brought up, but the case is not considered open to further
prosecution except as to such matters.

4. Reonening of prosecution,

In rare situations it may be necessary to reopen prosecution
of an application after a decision by the Federal Circuit. Any
Office action proposing to reopen prosccution after a decision
by the Federal Circuit must be forwarded to the Deputy Assis-
tant Commissioner for Pates.!s for written approval, which will
be indicated on the Office action,

DISMISSAL OF APPEAL

After an appcal is docketed in the Federal Circuit, failure to
prosecute the appeal, such as by appellant’s failurc to file a brief,
will result in dismissal of the appeal by the court. Under particu-
lar circumstances the appeal also may be dismissed by the court
on motion of the appellant and/or the Commissioner.

The court proceedings are considered terminated as of the
date of dismissal. After dismissal, the action taken by the
examiner will be the same as set forth above under the heading
“Office Procedure Following Decision by the Federal Circuit."

In the event of a dismissal for a reason other than failure to
prosecute the appeal, the status of the application, reexamina-
tion procecding or interference must be determined according to
the circumstances leading to the dismissal.<

1216.02 Civil Suits >Under 35 U.S.C. 145< [R-9]

“*> A 35 U.S.C. 145 civil action is commenced by filing a
complaintin the U.S. District Court for the District of Columbia
within the time specified in 37 CFR 1.304 (sec MPEP § 1216).
Furthermore, copies of the complaint and summons must be
served in atimely manner on the Solicitor, the U.S, Attorney for
the District of Columbia and the Attorney General in the manner
set forth in Rules 4(d)(4) and 4(d)((5) of the Federal Rules of
Civil Proccdure. Regarding timely service, see Walsdorf v.
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Commissioner, 229 USPQ 559 (D.D.C. 1986) and Hodge v.
Rostker, SO1F, Supp. 332(D.D.C. 1980). Whena 35U.S.C. 145
civil action is filed, a notice thereof is placed in the application
or recxamination file, which ordinarily will be kept in the
Solicitor's Office pending termination of the civil action.
Inan action under 35 U.S.C. 145, the plaintiff may introduce
evidence not previously presented to the Patent and Trademark
Office. But plaintiff will be precluded from presenting new
issues, at least in the absence of some reason of justice put
forward for failure to present the issue to the Patent and Trade-
mark Office, DeSeversky v. Brenner, 424 F.2d 857, 858, 164
USPQ 495, 496 (D.C. Cir. 1970); MacKay v. Quigg, 641 F.
Supp. 567, 5§70, 231 USPQ 907, 908 (D.D.C. 1986). Further-
more, new evidence is not admissible in district court where it
wasavailable to the parties but was withhe!d from the Patentand
Trademark Office as a result of fraud, bad faith, or gross
negligence. DeSeversky, 424 F.2d at 858 n.5, 164 USPQ at 496
n.5; CaliforniaResearch Corp.v.Ladd, 356 F.2d813,821n,18,
148 USPQ 404, 473 n.18 (D.C. Cir. 1966); MacKay, 641 F.
Supp. at 570, 231 USPQ at 908; Monsanto Company v. Kamp,
269 F, Supp. 818, 822, 154 USFQ 259, 260 (D.D.C. 1967);
Killian v. Watson, 121 USPQ 507, 507 (D.D.C. 1958).
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Upon termination of the civil action, a statement of the
court's final disposition of the case is placed in the application
orreexamination file, which is then retumned to the examiner for
action in accordance with the same procedures as follow termi-
nation of 235 U.S.C. 141 appeal. See MPEP § 1216.01. Where
the exact date when the civil action was terminated is material,
the date may be ascertained from the Sclicitor’s Office.

The procedures to be followed in the Patent and Trademark
Office after a decision, remand or dismissal of the case by the
district court are the same as the procedures followed with
respect to 35 ULS.C. 141 appeals. See MPEP § 1216.01,

Where a civil action involving an application has been dis-
missed before coming to trial, the application will not be opened
to the public unless it is otherwise available to the public under
37 CFR 1.11. However, the complaint and any other court
papers not under a protective order are open to the public and
may be inspected at the Office of the Clerk for the U.S. District
Court for the District of Columbia, located in the U.S. Court-
house, Constitution and John Marshall Place, Washington, D.C.
20001. The court papers in the Office of the Solicitor are not
generally made available for public inspection.

Anysubpoena by the district court for an application orreex-
amination file should be hand-carried to the Office of the Solici-
tor, <
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