06 Non-Engllsh Oath or Declaratlon

L Dwgnated Office .
603 Snpplemental Outh'or Declaraﬂon .
Supplemental Oath or Declaratlon Flled After

603.01 -

4 Administration or Executlon o!' Oath L
604.61 Seal . -
604.02 Venue ° .
604.03  Notaries and Extent of Junsdlctlon
604.03(a) Notarial Powers of Some Military Officers
604.04 Consul

604.04(a) Consul - Om:ssmn of Certificate

604.06 By Attorney in Case

605 Applicant )

605.01 Applicant’s Citizenship

605.02 Applicant’s Residence

605.03 Applicant’s Post Office Address

605.04(a) Applicant’s Signature and Name

605.04(b) One Full Given Name Required

605.04(c) Inventor Changes Name

605.04(d) Applicant Unable to Write

605.04(e) May Use Title With Signature

605.04(f) Signature on Joint Applications— Qrder of Names
605.04(g) Correction of Inventorship

= - ~Qath or Declaratnon Fxled in Umted States as a "

- 60802(c)Drawmg Print Keptf‘ : :
~608.02(d) - Complete Hlustration .Drawmgs : o
- - 608.02(c) - Examiner Determine; Completenws of Draw:ngs
* 608.02(f) - Modifications in D wings - e o
608.02(g) - Mustration of Prior Art - -

. 608. Ol(u)':,..‘"_

e sosnl(v):.-i-'-f' demarks and
 608.02(a)°
608.02(b)-: Informal Drawmgs

608.02(h) - Additional, Dupllcate, or Substltute Drawmgs

608.02(n) Duplicate Prints i m Patentabnhty Report Cas&s
608.02(0) Dates Entered on Drawing =
608.02(p) Correction of Drawings - .- - B
608.02(q) Conditions Precedent to Amendment of Drawmg _
608.02(r) Separate Letter to Draftsman L SR
608.02(f) Canceliation of Figures .
608.02(v) Drawing Changes Which Requlre Sketches g
608.02(w) Drawing Changes Which May Be Made Wnthout
Applicant’s Sketch , ;
608.02(x) Disposition of Orders for Amendment of Drawing =
608.02(y) Return of Drawing

605.05 Administrator, Executor, or Other Legal 608.02(z) . Allowable Applications Needing Drawmg

Representative Corrections or Formal Drawings
605.07 Joint Inventors 60803  Models, Exhibits, Specimens :
606 Title of Invention 608.03(a) Handling of Models, Exhibits, and Specimens
606.01 Examiner May Require Change in Title 608.04 New Matter
697 Filing Fee 608.04(a) Matter Not in Original Spwﬁeatnon, Claims, or
607.02 Returnability of Fees Drawings
608 Disclesure 608.04(b) New Matter by Preliminary Amendment
608.01 Specification 60804(c) Review of Examiner’s Holding of New Matter
608.01(a) Arrangement of Application 60805  Deposit of Computer Program Listings
608.01(b) Abstract of the Disclosure &9 Information Disclosure Statement
608.01(c) Background of the Invention b
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601
601 Content of >Provisional and
Nonprovisionak Applications [R-l]

>35USC 111 Applwanon : |
(2) INGENERAL.—

(1) WRITTEN APPLICATION.—An appllcatlon for patent

shall be made, or authorized to be made, by the inventor, except as
otherwise pmwded in this tltle, in writing to the Commissioner.
(2) CONTENTS.—Such application shall include—

(Aa)  a specification as prescribed by secuon 1120f thls’tltle, k

(B) * adrawingas prescribed by section 113 of this title; and
(C) - anoathbythe apphcant as prescnbed by section 115 of
, thls title.
(3) FEE AND OATH.—The applxcatlon must be acoompamed
by the fee required by law. The fee and oath may be submitted after the

speciﬁcationandanytequit"eddraWingare_submitted,withinsuchperiod ‘

andunder such conditions, including the paymentof asurcharge, as may
be prescribed by the Commissioner.

' (4) FAILURE TO SUBMIT—Upoen failure to submit the fee
andoathwithin such prescribed period, the applicationshall beregarded
as abandoned, unless it is shown to the satisfaction of the Commissioner
that the delay in submitting the fee and oath was unavoidable or
vnintentional. Thefiling date of an application shall be the dateon which
the specificationand anyrequired drawing are received in the Patent and
Trademark Office.

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisional application for patent
shall be made or authorized to be made by the inventor, except as
otherwise provided in this title, in writing to the Commissiones. Such
application shall include—

(A)  aspecification as prescribed by the first paragraph of
section 112 of this title; and .
(B) a drawing as prescribed by section 113 of this title.

(2) CLAIM.—A claim, as required by the second through fifth
paragraphs of section 112, shail not be required in a provisional
application.

(3) FEE.—(A) The application must be accompanied by the fee
required by law.

(B)  Thefeemaybesubmitted afterthespecification and any
required drawing are submitted, within such period and
under such conditions, including the payment of a
surcharge, as may be prescribed by the Commissioner.

(C)  Upon failure to submit the fee within such prescribed
period, the application shall be regarded as abandoned,
unless itis shown to the satisfaction of the Commission-
er that the delay in submitting the fee was unavoidable
or unintentional.

(4) FILING DATE.—Thefilingdate ofaprovisional application
shallbe the date onwhich the specification and any required drawing are
received in the Patent and Trademark Office.

(5) ABANDONMENT.—The provisional application shall be
regarded as abandoned 12 months after the filing date of such
application and shall not be subject to revival thereafter.

(6) OTHER BASIS FOR PROVISIONAL APPLICATION.—
Subject to all the conditions in this subsection and section 119(e) of this
title, and as prescribed by the Commissioner, an application for patent
filed under subsection (a) may be treated as a provisional application for
patent.
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) (7) NORIGHI‘OFPRIORH’YORBENEFTTOFEARUEST B
FILING DATE.—A provisional application shall not be entited to the -

‘;nghtofmontyofanyotherappmuonundermonll9or365(a)of:"; R
: thlshﬂeormmebeneﬁtofanearllerﬁhngdawmtheUmtedSmesl; '

under section 120, 121, or 365(c) of this title.

® APPLICATION PROVISIONS. —The pmvmons “of this g’

" . tide’ relatmg 0 applmtmm for ‘patent shall apply ‘t0. provisional . -
‘applications for patent, except as otherwise provnded, and except that
provisional applicatioans for | patent shall notbe subject m wct:cm 118, -

131, 135, and l$7oftlns tltle <.

e >37 CFR L 51 General mqumtes of an apphcaumz. S
“(a) Appllcauonsforpatentsmustbemadetothe(lommzmnnerof :

E Pateats and Trademarks. #

(1) Acomplete appllcanon ﬁled under § 1.53(b)(1) compnses. .

(i) A specification, mcludmg a claun or clmm g6e §§ 1 71 to
1.77; .
(ii) Ancathor declaratlon, see §§ 1 63 and 1 68
(iiil) Drawings, when necessary, sce §§ 1.81 to 1.85; and
(w)'I‘heprescnbedﬁlmgfee,see§ll6 R :
(2) Acomplete provnslonal apphcatlon filed under § l.53(b)(2)
comprises: . . ; .

(i) A cover sheet ldenufymg :

- (A) The application as a provisional application,

(B) The name or names of the inventor or inventors, (see § 1.41),

(C) The residence of each named inventor,

(D) The title of the invention, ,

(E) Thenameandreg;stratlonnumberoftheattorneyoragent(lf
applicable),

(F) The docket number used by the person filing the applwatlon
to identify the application (if applicable),

(G) The correspondence address, and -

(I) The name of the U.S. Government agency and Government
contract number (if the invention was made by an agency of the U.S.
Government or under a contract with an agency of the U.S. Govern-
ment);

(ii) A specification as prescribed by 35 U.S.C. 112, first para-
graph, see § 1.71;

(iii) Drawings, when necessary, see 5§ 1.81 to 1.85; and

(iv) The prescribed filing fee, see § 1.16.

(b) Applicents are encouraged to file an information disclosure
statement in nonprovisional applications. See §§ 1.97 and 1.98. No
information disclosure statement may be filed in a provisional applica-
tion.

(¢) Applicants maydesire and are permitted tofilewith, orin, the
application or authorization to charge, at any time during the pendency
of the application, any fees required under any of §§ 1.16 to 1.18to a
depaositaccount established and maintainedin accordance with § 1.25. <

GUIDELINES FOR DRAFTING A
>NONPROVISIONAL<
PATENT APPLICATION >UNDER
35 US.C. 11i(a)<

The following guidelines illustrate the preferred lay-
out and content of patent applications >filed under
35 USC. 111{a)<. These guidelines are suggested for
the applicant’s use.

600 -2




 PARTS, FORM, AND CONTENT OFJAPPLICATION ;

. Arrangement and Cdntents of t}ie Speciﬁcatioh

The following order of arrangement is preferable in
framing the specification and, except for the title of the

invention, each of the lettered items should be preceded

by the headings indicated.
- (a) Title of the Inventlon
) Cross—References to Related Apphcatxons (if

any).

der Federally Sponsored Research and Development (if
any). :
(d) Background of the Inventlon
1. Field of the Invention.
2. Descriptionof Related Art Including Information
Disclosed Under *>37 CFR< 1.97and *>37 CFR< 1.98.
(¢) Summary of the Invention.
(f) Brief Description of the Drawing.
(g) Description of the Preferred Embodiment(s).
(h) Claim(s).
(i) Abstract of the Disclosure (on a separate page).

Content

(a) Title of the Invention: (See 37 CFR 1.72(a).) The
title of the invention should be placed at the top of the
first page of the specification. It should be brief but tech-
nically accurate and descriptive preferably from two to
seven words.

(b) Cross—References to Related Applications: (See
37CFR 1.78 and MPEP § 201.11.)

(c) Statement as to Rights to Inventions Made Under
Federally Sponsored Research and Development (if any):
(See MPEP § 310).

(d)Background of the Invention: The specification
should set forth the Background of the Invention in two
parts:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This statement
may include a paraphrasing of the applicable U.S. patent
classification definitions. The statement should be di-
rected to the subject matter of the claimed invention.
This item may also be titled “Technical Field”.

(2) Description of the Related Art Including Infor-
mation Disclosed Under 37 CFR 1.97 and 1.98: A para-
graph(s) describing to the extent practical the informa-
tion known to the applicant, including references to spe-
cific documents where appropriate. Where applicable,

600 —- 3

(c) Statement as to Rnghts to Inventions Made Un-

the problems mvolved in the mformatnon dxsdosed

- which are solved by the apphcant’s invention, should be
- indicated. This item may also be tltled “Background In-.

formatlon ;
(e) Summaty of the Inventwn A bnef summary or

- general statement of the invention as set forthin37CFR

1.73. The summary is separate and dlstmct from the ab-
stract and is directed toward the invention rather than

the dlsclosure as a whole. The summary may point out

the advantages of the invention or how it solves problems
previously existent in the art (and preferably indicated in
the Background of the Invention). In chemical cases the
summary should point out in general terms the utility of
the invention. If possible, the nature and gist of the in-
vention or the inventive concept should be set forth. Ob-
jects of the invention should be treated briefly and only
to the extent that they contribute to an understanding of
the invention. This item may also be titled “Disclosure of
Invention.”

(f) Brief Description of the Drawing(s): A reference to
and brief description of each Figure in the drawing(s) as
set forth in 37 CFR 1.74.

(g) Description of the Preferred Embodiment(s): A de-
scription of the preferred embodiment(s) of the inven-
tion as required in 37 CFR 1.71. The description should
be as short and specific as is necessary to adequately and
accurately describe the invention. This item may also be
titled “Best Mode for Carrying Out the Invention”.

Where elements or groups of elements, compounds,
and processes, which are conventional and generally
widely known in the field to which the invention pertains,
form a part of the invention described and their exact na-
ture or type is not necessary for an understanding and
use of the invention by a person skilled in the art, they
should not be described in detzil. However, where par-
ticularly complicated subject matter is involved or where
the elements, compounds, or processes may not be com-
monly or widely known in the field, the specification
should refer to another patent or readily available publi-
cation which adequately describes the subject matter.

(h)Claim(s): (See 37 CFR 1.75) A claim may be typed
with the various elements subdivided in paragraph form.
There may be plural indentations to further segregate
subcombinations or related steps.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may be
used in conjunction with the recitation of the same ele-
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ment or group of elements in the clauns The referenceg
characters, however, should be enclosed within paren-
theses so as to avoid confusion with other numbers or
characters which may appear in the claims. The use of -
reference characters is to be considered as havmg no ef- :

fect on the scope of the claims.

Clarms should preferably be an'anged in order of
scope so that the first claim presented is the broadest.
Where separate species are claimed, the claims of like
species should be grouped together where possible and
physically separated by drawing a line between claims or

groups of claims. (Both of these provisions may not be’

practical or possible where several species claims depend
from the same genesic claim.) Similarly, product and
process claims should be separately grouped. Such ar-
rangemerits are for the purpose of facilitating classifica-
tion and examination.

The form of claim required in 37 CFR 1.75(e) is par-
ticularly adapted for the description of improvement—
type inventions. Such a claim is to be considered a com-
bination claim and should be drafted with this thought in
mind.

In drafting claims in accordance with 37 CFR 1.75(e),
the preambile is to be considered to positively and clearly
include all the elements or steps recited therein as a part
of the claimed combination.

(i) Abstract of the Disclosure: (See 37 CFR 1.72(b)
and MPEP § 608.01(b).)

Oath or Declaration

(See 37 CFR 1.63, 1.68, and 1.69.) Where one or
more previously filed foreign applications are cited or
mentioned in the oath or declaration, complete identify-
ing data, including the application or seriai number as
well as the country and date of filing, should be provided.

>GUIDELINES FOR DRAFTING A
PROVISIONAL APPLICATION UNDER
35 US.C. 111(b)

A provisional application should preferably con-
form to the arrangement guidelines for nonprovisional
applications. The specification must, however, comply
with the first paragraph of 35 U.S.C. 112 and refer to
drawings, where necessary for an understanding of the
invention. Unlike an application filed under 35 U.S.C.
111(a), a provisional application does not need claims.
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' Furthermore, no oath or declaratnon is rcqutred See
‘ MPEP§20104(b) :
-~ A cover sheet’ provrdmg 1denufyrng mformatton s

' requlred for a: complete provisional appllcatlon In ac--

cordance with 37CFR 1.5 1(a)(2)(i) the cover sheet must :

~ state that it is. for a provisional apphcatron, it must iden- - -
tify and | glve the resndence of the inventor or inventors,
‘and it must give a tltle of the invention, The cover sheet
. must also give the name and reglstratron number of the
‘attorney or agent Gf: applicable), the docket ‘number
* used by the person filing the apphcatton (1f apphcable) ,

and the correspondence address. If there is a govern-
mental interest, the cover sheet must mclude astatement
as to rights to inventions made under Federally spon-
sored research and development (See 'MPEP § 310).
37 CFR 1.51(a)(2)(i)(H) requires the name of the Gov-'
ernment agency and the contract number, if the inven-
tion was developed by or while under contract with an
agency of the U.S. Government. .

Unlike apphcattons filed under 35 US.C. 111(a),
provisional applications should not include an informa-
tion disclosure statement. Since no substantive examina-
tion is made, such statements are unnecessary. The Of-

. fice will not accept an information disclosure statement

in a provisional application. Any such statement re-
ceived, will be returned or disposed of at the conve-
nience of the Office.

This cover sheet information enables the Office to
prepare a proper filing receipt and provides the Applica-
tion Processing Division with most of the information
needed to process the provisional application. See
MPEP § 201.04(b) for a sample cover sheet.<

THE APPLICATION

The specification must be filed in or translated into
the English language and must be legibly typewritten,
written, or printed in permanent ink or its equivalent
in quality. See 37 CFR 1.52 and MPEP § 608.01.

The parts of the application may be included in a
single document.

Determination of completeness of an application is
covered in MPEP § 536 and § 601.061.

The **>elements of the application< are secured
together in a file wrapper, bearing appropriate identify-
ing data including the * >application< number and fil-
ing date (MPEP § 717).
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- Note

>Prov1s10nal apphcatlons, MPEP § 201. 04(b) <

Division apphcatlons, MPEP § 201.06. ‘

Continuation applications, MPEP § 201.07.

Reissue applications, MPEP § 1401..

Design applications, MPEP Chapter 1500.

Plant applications, MPEP Chapter 1600.

Reexamination, MPEP Chapter 2200.

A model, exhibit, or specimen is not required as
part of the application as filed, although it may be re-
quired in the prosecution of the application (37 CFR
1.91-1.93, MPEP § 608.03).

37 CFR 1.59. Papers of application with ﬁImg date not returned.

Papers in an application which has received a filing date
pursuant to § 1.53 will not be returned for any purpose whatever. If
applicants have not preserved copies of the papers, the Office will
furnish copies at the usual cost of any application in which either the
required basic filing fee (§ 1.16) or the processing and retention fee
(§ 1.21(%)) has been paid. See § 1.618 for return of unauthorized and
improper papers in interferences.

See, however, MPEP § 201.14(c) and § 604.04(a).

All applicants are requested to include a preliminary
classification on newly filed patent applications. The
preliminary classification, preferably class and subclass
designations, should be identified in the upper right—
hand corner of the letter of transmittal accompanying
the application papers, for example “Proposed Class 2,
subclass 129.”

601.01 Complete Application [R—1]

*# %37 CFR 1.53. Serial number; filing date, and completion of
application.

(a) Any application for a patent received in the Patent and
Trademark Office will be assigned an application number for identifica-
tion purpaoses.

{b)(1) The filing date of an application for patent filed under this
section, except for a provisional application, is the date on which: a
specification containing a description pursuant to § 1.71 and at leastone
claim pursuantto § 1.75; and any drawing required by § 1.81(a), are filed
in the Patent and Trademark Office in the name of the actual inventor or
inventorsasrequired by § 1.41. No newmattermaybe introducedintoan
application after its filing date (§ 1.118). If all the names of the actual
inventor or inventors are not supplied when the specification and any
required drawing are filed, the application will not be given a filing date
earlier than the dateupon which the names are supplied unless a petition
with the fee set forth in § 1.17(i) is filed which seis forth the reasons the
delay in supplying the names should be excused. A continuation or
divisional application (filed under the conditions specified in 35 U.S.C.
120 or 121 and § 1.78(a)) may be filed under thissection, § 1.600r § 1.62.
A continuation—in—part application may be filed under this section or
§ 1.62.

600 -5

- 601.01

" (2) The filing date of a provisional application is the date on
which:aspecificationasprescribed by35U.S.C. 112, first paragraph; and
any drawing requiredby § 1.81(a), are filed in the Patent and Trademark
Ofﬁcemthenameoftheactua!mventorormvenwmasreqmredby )
§141. Noamendment,otherthantomaketheprovmomlnppbeanon
comply with all applicable regulations, may be made to the provisional
application after the filing date of the provisional application. If all the
names of the actual inventor of inventors are not supplied when the
specification and any. required drawing are filed, the - provisional
applicationwill notbe givena filing date earlies than the dateuponwhich
the names are suppliedunless a petition with the fee set forthin§ 1.17(q)
is filed which sets forth the reasons the delay in supplymg the names
should be excused. -

(i) A provisional applncatnon must also mclude a cover sheet

" identifying the application as a provisional application. Otherwise, the

application will be treated as an application filed under § 1.53(b)(1).

(ii) An application for patent filed under § 1.53(b)(1) may be
treated as a provisional application and be accorded the original filing
date provided that a petition requesting the conversion, with the fee set
forth in § 1.17(q), is filed prior to the earlier of the abandonment of the
§ 1.53(b)(1) application, the payment of the issue fee, the expiration of
12 months after the filing date of the § 1.53(b)(1) application, or the
filing of a request for a statutory invention registzation under § 1.293.
The grant of any such petition will not entitle applicant to a refund of the
fees which were properly paid in the application filed under§ 1.53(b)(1).

(iii) A provisional applicationshallnotbe entitled to theright of
priority under § 1.55 or 35 U.S.C. 119 or 365(a) or to the benefit of an
earlier filing date under § 1.78 or 35 U.S.C. 120, 121 or 365(c) of any
other application. No claim for priority under § 1.78(a)(3) maybe made
in a design application based on a provisional application. No request
under § 1.293 for a statutory invention registration may be filed in a
provisional application. The requirements of §§ 1.821—1.825 regarding
application disclosures containing nucleotide and/or amino acid se-
quences are not mandatory for provisional applications.

(c) Ifany application is filed without the specification, drawing or
name, or names, of the actual inventor or inventors required by
paragraph (b)(1) or (b)(2) of this section, applicant will be so notified
and givena time period within which to submit the omittedspecification,
drawing, name, or names, of the actual inventor, or inventors, inorder to
obtain a filing date as of the date of filing of such submission. A copy of
the “Notice of Incomplete Application” form notifying the applicant
should accompany any response thereto submitted to the Office. If the
omission is not corrected within the time period set, the application will
be returned or otherwise disposed of; the fee, if submitted, will be
refunded less the handling fee set forth in § 1.21(n). Any request for
review of a refusal to accord an application a filing date must be by way of
apetition accompanied by the fee set forth in § 1.17(f), if the application
was filed under § 1.53(b)(1), or by the fee set forth in § 1.17(g), if the
application was filed under § 1.53(b)(2).

(d)(1) If an application which has been accorded a filing date
pursuant to paragraph (b)(1) of this section does not include the
appropriate filing fee or an cath or declarstion by the applicant,
applicant will be so notified, if a correspondence address has been
provided and given a period of time within which to file the fee, cath, or
declaration and to pay the surchazge as set forth in § 1.16{c) inorder to
prevent sbandoament of the application. A copy of the “Notice to File
Missing Parts” formmailed toapplicant should accompany eny response
thereto submitted to the Office. If the required filing fee is not timely
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: fwnthmoneyearofthedateofnmilmgoﬂhcnouﬁmtionreqwedbyﬂxis_ A

paragl’aph,ﬂleapphcauonvnllbedisposedcf Nocopwsv»al!bcpmvﬂed‘

| :,fﬁlmgfee, oath ot,dedamhon and to pay the snrchargezas sctforth in
§1. 16(e) in order to prevent abandonment of the apphcmon, Of, 1f no

‘ bamcﬁlmgfeehasbeenpmd,oneyearfmmtheﬁhngdatetopaytheg Rt
processing and 1 retenlmn fee setforth in§ 1 21(hto prevent dlsposal of =

- the application.”

(2) Ia prov:slonal ‘application which has been:accorded a ﬁlmg i

date pursuant to pamgraph (b)(2) of this section does not inclade the eeaid
appropriate’ filing fee.or the cover: sheet’ requlred by § 1.51()(2), =

, apphcantw:ﬂbesonouﬁedlfaconespondenceaddresshasbeen, ‘
provided and given a penod of time within which to file the fee, cover '
‘sheetandto paythesurchargeassetforth ing1, 16(l)morderto prevent
abandonment of the application. A copy of the "Notice to File Missing
Parts” form mailed toapphmntshould accompany anyresponsethereto
submitfed to the Office. lfmerequlred filing fee is not timely paid, the =

apphcauonw:llbedwposedof Nocopneswdlbeprovndedoreemﬁedby

the Office of an application which has been disposed of or in which the -
required basic filing fee bas not been paid. The notification pursuantto - -

this paragraph may be made sxmultaneously with any notification

pmsuanttopmagraph(c)ofthlssecnon lfnoconespondenceaddressns .

mcludedmtheapplmuon,apphcanthnstwomonths fromthe filing date
tofile the basic filing fee, cover sheetand topay the surcharge as et forth
in § 1.16(1) in order to prevent abandonment of the application.

(€)(1) An application for a patent filed under paragraph (b)(1) of
this section will not be placed upon the files for examination until all its
required parts, complying with the rules relating thereto, are received,
except that certain minor informalities may be waived subject to
subsequent correction whenever required.

(2) A provisional application for a patent filed under paragraph

(b)(2) of this section will not be placed upon the files for examinationand
will become abandoned no later than twelve months after its filing date
pursuant to 35 U.S.C. 111(b)(1).<

37 CFR 1.53 relates to application * numbers, filing
dates, and completion of applications. 37 CFR 1.53(a)
indicates that **>an application< number is assigned to
any filed application for identification purposes, even if
the application isincomplete or informal. >The remain-
ing sections of 37 CFR 1.53 treat nonprovisional applica-
tions filed under 35 U.S.C. 111(a) separately from provi-
sional applications filed under 35 U.S.C. 111(b).

NONPROVISIONAL APPLICATIONS FILED
UNDER 35 US.C. 111(a)<

37 CFR 1.53(b)>(1)< provides that a filing date is
assigned to * >a nonprovisional< application as of the
date a specification containing a description and claim

Rev. 1, Sept. 1995

: the app]xcatlon wﬂl he returned or othemnse dlsposed of ",ii X
“anda handlmg fee set forth in 37 CFR 1. 21(n)w111 be re-
‘tained from any refund of a filmg fee. 37 CFR =
1 S53(d)>(D)< prowdes that whereafihngdatehasbeen
assigned to a filed speclﬁcatmn and drawing, the appli-
cant will be notlﬁed ifa oorrespondence address has .
- been provnded and be givena period of tlme in whxch o

file the missing fee, oath, or declaration and to pay the

* suicharge due in order to prevent abandonment of the - -

application. The time period usually set is 1 month from
the date of notification by the Patent and 'll'ademark g
Office, but in no case less than 2 months after the date of
filing of the application. This time period is subject tothe
provisions of 37 CFR 1.136(a).

If the required basic filing fee is not timely paid, or
the processing and retention fee set forth in 37 CFR
1.21(1) is not paid within 1 year of the date of mailing of
the notification, the application will be disposed of. No
copieswill be provided or certified by the Office of an ap-
plication which has been disposed of or in which neither
the required basic filing fee nor the processing and reten-
tion fee has been paid. The notification under 37 CFR
1.53(d)>(1) < may be made simultaneously with any no-
tification pursuant to paragraph (c) of 37 CFR *>1.53<.
If no correspondence address is included in the applica-
tion, applicant has 2 months from the filing date to file
the fee, cath or declaration and to pay the surcharge as
set forth in 37 CFR 1.16{¢) in order to prevent abandon-
ment of the application or one year from the filing date

600 - 6
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to pay the processing, and retention fee set forth in
37 CFR 1.21(1) to prevent disposal of the apphcatlon. ‘
37 CFR1 53(e)>(1)< indicates that a patent applica- -

tion will not be forwarded for examination on the merits
until all required parts have been received. 37 CFR
1.53(f) indicates that international applications filed un-

der the Patent Cooperation Treaty which designate the

United States of America are considered to have a
United States filing date under PCT Article 11(3), ex-
cept as provxded in35 US.C. 102(e), on the date the re-
quirements of PCT Article 11(1) (i) to (iii) are met.

Effective February 27, 1983, in accordance with the

provisions of 35 U.S.C. 111 and 37 CFR 1.53(b)>(1)<, a
filing date is granted to an application for patent, which
includes at least a specification containing a description
pursuant to 37 CFR 1.71 and at least one claim pursuant
to 37 CFR 1.75, and any drawing referred to in the speci-
fication or required by 37 CFR 1.81(a), which is filed in
the Patent and Trademark Office and which names the
actual inventor or inventors pursuant to 37 CFR 1.41(a).
If an application which has been accorded a filing date
does not include the appropriate filing fee or oath or dec-

laration, applicant will be so notified and given a period :

of time within which to file the missing parts to complete
the application and to pay the surcharge as set forth in
37 CFR 1.16(e) in order to prevent abandonment of the
application.

Applicants should submit a copy of the notice(s) to
file missing parts and the notice(s) of incomplete ap-
plications with the response submitted to the Patent and
Trademark Office. Applicants should also include the
application serial number on all correspondence to the
Office. These measures will aid the Office in matching
papers to applications, thereby expeditiag the process-
ing of applications.

In order for the Office to so notify the applicant, a
correspondence address must also be provided in the ap-
plication. The address may be different from the Post
Office address of the applicant. For example, the address
of applicant’s registered attorney or agent may be used
as the correspondence address. If applicant fails to pro-
vide the Office with a correspondence address, the Of-
fice will be unable to provide applicant with notification
to complete the application and to pay the surcharge as
set forth in 37 CFR 1.16(e). In such a case, applicant will
be considered to have constructive notice as of the filing
date that the application must be completed within

600 - 7
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2 months from the ﬁhng date before abandonment o
curs per 37 CFR 1.53(d)>(1)<. This tlme penod maybe SR

extended pursuant to 37 CFR 1.136. -

* The oath or declaration ﬁledmresponse to suchano- S
tice under 37 CFR 1. 53(d)>(1)< must be executed by

the inventors named on-filing unless ‘a petition for
correction of mventorslup eomplymg w:th 37 CFR148is
filed within the time period set, '

The oath or declaration ﬁled in response to such ano-

tice must identify the speelflcatlon and any amendment

filed with the specification which is intended to be partof -

the original disclosure. If an amendment is filed with the
oath or declaration filed after the filing date of the ap-
plication, it may be identified in the oath or declaration
but may not include new matter. No new matter may be
included after the filing date of the application. See
MPEP § 608.04(b). If the oath or declaration improperly
refers to an amendment containing new matter, a sup-
plemental oath or declaration will be required pursuant
to 37 CFR 1.67(b), deleting the reference to the amend-
ment containing new matter. If an amendment is filed on
the same day that the application filed under 37 CFR
1.53>(b)(1)< is filed and is referred to in the original
oath or declaration filed with or after the application, it
constitutes a part of the original application papers and
the question of new matter is not considered. Similarly, if
the application papers are altered prior to execution of
the oath or declaration and the filing of the application,
new matter is not a consideration since the alteration is
considered as part of the original disclosure.

An amendment which adds additional disclosure
filed with a request for a continuation—in—part applica-
tion under 37 CFR 1.62 is automatically considered a
part of the original disclosure of the application by virtue
of the rule. Therefore, the oath or declaration filed in
such an application must identify the amendment adding
additional disclosure as one of the papers which the in-
ventor(s) has “reviewed and understands” in order to
comply with 37 CFR 1.63. If the original oath or declara-
tion submitted in a continuation—in—part application
filed under 37 CFR 1.62 does not contain a reference to
the amendment filed with the request for an application
under 37 CFR 1.62, the examiner must require a supple-
mental oath or declaration referring to the amendment.

37 CFR 1.63 requires that an oath or declaration
identify the specification to which it is directed. ** The
declaration form suggested by the Office includes spaces

Rev. 1, Sept. 1995
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-~ for fillmg in the namos of the mventors, trtle of nnventron, ,
' apphcatron * number, filmg date, foreign priority ap-.
'phcatron mformatron and Umted ‘States priority ap- -
‘plication. mformatron Whlle thls mformatlon should be
provided, it is not essential that all of these spaces be
filled in in order to adequately identify the specrﬁcatron

in oomphanoe w1th 37 CFR 1. 63>(a)(2)<

*

>The followmg combmatrons of mformatlon sup-

phed in an oath or declaratron ﬁled on the apphcatlon,_

mums for 1dentrfymg a specrﬁcatron and comphance ,
with any one of the items below will be accepted as com--

plying with identification requirement of 37 CFR 1.63:

(1) name of inventor(s), and reference to an at-

tached specification which is both attached to the oath or
declaration at the time of execution and submitted wrth
the oath or declaration on filing;

(2) name of inventor(s), and attorney docket num-
ber which was on the specification as filed; or '

(3) name of inventor(s), and title which was on the
specification as filed.

Filing dates are now granted on applications filed
without an oath or declaration in compliance with
37 CFR 1.63, the oath or declaration being filed later
with a surcharge. The following combinations of infor-
mation supplied in an oath or declaration filed after the
filed date are acceptable as minimums for identifying a
specification and compliance with any one of the items
below will be accepted as complying with the identifica-
tion requirement of 37 CFR 1.63:

(1) name of inventor(s), and application number
(consisting of the series code and the serial number; e.g.,
08/123,456),

(2) name of inventor(s), serial number and filing
date;

(3) name of inventor(s) and attorney docket num-
ber which was on the specification as filed;

(4) name of inventor(s), title which was on the spec-
ification as filed and filing date;

(5) name of inventor(s), title which was on the spec-
ification as filed and reference to an attached specifica-
tion which is both attached to the oath or declaration at
the time of execution and submitted with the oath or dec-
laration; or

(6) name of inventor(s), title which was on the speci-
fication as filed and accompanied by a cover letter accu-

Rev. 1, Sept. 1955

'MANU‘ ALOFPATENT EXAM ININGPROCED URB

- rately ldentrfymg the appheatloa for wluch it was in- 3
tended by cither the application number (eommtmg of - .
._the series. code and the serial number, eg 08/123 456), R
or serial number and ﬁlmg datc. Absent any state- - .
- 'ment(s) to contrary, it will be presumed that the applica- .
- tion ﬁled inthe P’I‘(_) isthe apphcatron which the mven-.:‘_, e
o tor(s) executedbysrgmng the oath or declaration. .
_Any specrﬁcatron tbat is filed attached to an oath or - S
declaration on a date later than the apphcatron filing
- date wrll not: be compared‘wrth the speclf' ication sub- - 5
 mitted on filing. Absent. anystatement(s) to the contrary, -
the “attached” Specrﬁcatron will be: presumed tobea

copy of the specrficatlon and’ any. -amendments thereto; 3

‘which were filed in the Office in order to obtam a ﬁlmg - |

date for the apphcatron R

Any varianice from the above gurdelmes wrll only be -
considered upon the filing ofa petrtlon for waiver of the
rules under 37CFR 1.183 aceompamed by a petltron fee
(37 CFR 1.17(h)). co

Further an oath or declaratlon attached toa cover let-
ter referencing an incorrect application may not become
associated with the correct apphcatlon aud therefore,
could result in the abandonment of the correct applica-
tion. I o
Supplemental oaths or declarations in accordance
with 37 CFR 1.67 will be required in applications in
which the oaths or declarations are not in compliance
with the other requirements of 37 CFR 1.63 but contain
sufficient information to identify the specifications to
which they apply as detailed above.

A copy, such as a photocopy or facsimile transmis-
sion, of an originally executed oath or declaration is ac-
ceptable and may be filed (see MPEP § 502.01). In the
event that a copy of the original is filed, the original
should be retained as evidence of authenticity. If a ques-
tion of authenticity arises, the Patent and Trademark Of-
fice may require submission of the original. See 37 CFR
1.4(d)(2).

See MPEP § 1896 for the identification requirements
for a declaration filed in a U.S. national stage application
filed under 35 USC 371.<

The periods of time within which applicant must
complete the application may be extended under the
provisions of 37 CFR 1.136. Applications which are not
completed in a timely manner will be abandoned.
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>PROVISIONAL APPLICATIONS FILED UNDER

35 U. S C 111(b)

A pmvnsnonal apphcatlon willbe givena fihng date in s

accordance with 37 CFR 1. 53(b)(2) as of the date the

written descrlptlon, any mecessary drawmgs and the
names of all inventors are filed in the Office. The filing -
date requirements § for a prowsnonal apphcatlon set forth-

in paragraph (b)(2). parallel the requirements set forth in
- paragraph- (b)(1), ‘except that-no claim is reqmred

Amendments other than those reqmred to make the )

provisional appllcatlon comply with applicable regula-

tions, are not permltted after the ﬁlmg date of the provi-

sional application. -

When the speclficatlon, drawmg, Of NAme OF NAMES
of the actual inventors are omitted, 37 CFR 1.53(c) re-
quires that the applicant be notified and given a time pe-
riod in which to submit the missing element to complete
the filing. The filing date will become the date of the
completed submission. If the omission is not provided
within the prescribed time, the application will be re-
turned or otherwise disposed of and any fee submitted
will be refunded less the handling fee set forth in 37 CFR
1.21(n).

37 CFR 1.53(b)(2)(i) requires all provisional ap-
plications be filed with a cover sheet identifying the ap-
plication as a provisional application. The Office will
treat an application as having been filed under para-
graph (b)(1), unless the application is clearly identified
as a provisional application. A provisional application,
which is identified as such, but which does not have a
complete cover sheet as required by 37 CFR
1.51(b)(2)(i) will be treated as a provisional application.
However, the complete cover sheet and & surcharge will
be required to be submitted at a later date in confor-
mance with 37 CFR 1.53(d)(2).

When the provisional application does not have a
complete cover sheet or the appropriate fee, the appli-
cant will be notified pursuant to 37 CFR 1.53(d)(2) and
given a time period in which to provide the necessary fee
or cover sheet and to pay the surcharge as set forth in
37 CFR 1.16(1) in order to prevent abandonment of
the application. The time period will usually be set at
1 month from the date of notification, but in no case less
than 2 months from the filing date of the application.
This time period is subject to the provisions of 37 CFR
1.136(a). If the filing fee is not timely paid, the provision-
al application will be disposed of. In this case, no copices

660 -9

months ftom the fllmg date to’ file the basxc filing fee,_‘ N

* cover sheet,. and to pay | the surcharge as set forth in
37 CFR 1.16(1) in order to prevent abandonment of the
L eprovnsnonal apphcatmn Lo

~ Section 1.53(c) reqmres that any request for review

ofa refusal toaccord an apphcatlon a ﬁlmg datebe made PR e
bywayofa petltlon aceompamed by the fee set forth in -

37CFR 1. 17(q) (sce MPEP § 506.02).

| CONVERSION TO A'-PROVISIQNAL |
APPLICATION |

An application filed under 37 CFR '1.53(b)(1) may
be converted to a provisional application in accordance
with the procedure described in 37 CFR 1.53(b)(2)(ii).
The procedure requires the filing of a pe’t.mon request-
ing the conversion and the petition fee set forth in
37 CFR 1.17(q). Filing of the petition in the application

. is required prior to the abandonment of the 37 CFR

1.53(b)(1)application, the payment of the issue fee, the
expiration of 12 months after the filing date of the
37 CFR 1.53 (b)(1) application, or the filing of a request
for a statutory invention registration under 37 CFR
1.293, whichever event is earlier. The grant of any such
petition does not entitle applicant to a refund of the fees
properly paid in the application filed under 37 CFR
1.53(b)(1).<

The following forms used by Application Branch to
notify applicants of defects are reproduced on the fol-
lowing pages. “Notice to File Missing Parts of Applica-
tion — Filing Date Granted” form PTO~-1533; “Notice
to File Missing Parts of Application — No Filing Date”,
form PTO-1532; “Notice of Informal Application”
form PTO-152; “Notice of Incomplete Application”,
form PTO-1123; and “Notice of Incomplete Applica-
tion Filed Pursuant to 37 CFR 1.60,” form PTO-1534;
“Notice to File Missing Parts of Application Filed under
37 CFR 1.60 Filing Date Granted” form PTO-1607;
“Notice to File Missing Parts of Application Filed Under
37 CFR 1.60, No Filing Date,” PTO-1608; “Notice of
Improper FWC Filing under 37 CFR 1.62, No Filing
Date Granted,” PTO-457.

Rev. 1, Sept. 1995
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NOTICE To FILE MISS!NG PARTS OF APPI.-!CA“ON

An Applmﬁon Number nml Fﬁingl)am hnvo Mon anlznnd to thh nppucnt.lon. Hownv.r th. iuma indieatcd

. below ave misging. Theroquirodi&omcandkuidmtiﬁedhelowmmbo ; lyuubmittodAWNGmK

IR PAYMEINT OF A BURCHARGE for items 1 and 8-6 only of &. :
forsnnnenddeowhoh.veﬂhdaveﬂﬂedlmntclﬁnﬁusuchlm. 'l'helmlurzeismfonhin

. R
37 CFR 1.16¢e).

If all required iteme on thie fcrm are filed within the perlodmbelow. the tom amountowadby appllcantua Cllnrge ?.;‘ .
entity, ) smell entity (verified statement filed), ia " . :

Applicant is given ONE MONTH FROM THE DATE OF 'nns LETTER, OR TWO MONTIB FROM 'I.‘HE
FILING DATE of this application, WHICHEVER IS LATER, within which to file all required itemns and pay eny fees
required above to avoid sbandonment. Entensions of time may be obtained by ﬁliun a peﬁdon ncoompanwd by the
extension fee under the provisions of 37 CFR '1.136(a).

1. 0 The statutory basic filing foe is: Omiseing O insufficlent. Applicant as a3 lmrge entitw El umall
eatity, must gubmit §. o complota the basic filing fee. .

2. 3 Additional claim fees of § s a [ hrge entity, 1 amall entity. udinz
reguired multiple dependent claim foe, are required. Applicant must submit the addlﬂonal claim
fees or cancel the additional clezime for which fees are due. _ :

8. (O The cath or declaration:

O is mnissing.
O dees not cover itemns omitted at time of execution.

An oath or declarstion in compliance with 37 CFR 1.63, identifying the application by tho abhove
Application Number and Filing Date is reguired.

4. 0 The oath or declaration doee nat identify the application to which it applies. An onth or declaration
in compliance with 37 CFR 1.3, identifying the application by the above Applicaﬁon Number and
Filing Date, is reguired.

5. 1 The signature to the cath or declaration is: [ missing; CJ a reproduction; Dby a person othor than
the inventor or & person gualified under 37 CFR 1.42, 1.43, or 1.47. A properly signed ocath or
declaration in compliance with 87 CFR 1.68, identifying the application by the above Application
Number and Filing Dats, 1e required.

@. O The signature of the following Joint inventor{s) is miseing from the cath or declaration:

An oath or declaration listing the names of all inventors and signed by
gne omitted ‘::lr\:‘nwr(u). identifying this application by the above Application Number and Filing
ate, is reg .

7. 3 The application was filed in a language other than Englieh. Applicant must file & verified English
translation of the application and afeeof$___________under 87 CFR 1.17(k), unleas this fee has
already been paid. )

80048 .. Proceasing fee is reguired for returned checks. (87 CFR 1.21(m)).
9, O Your filing receipt was mailed in error because check was returnad without peyment.

10. O The application does not comply with the Sequence Rules. See attached Notics to Comply with
Sequence Rules 37 CFR 1.821-1.825.

11. 3 Other.

Direct the response to Box Missing Parts and refer any questions to the Customer Sesvice Center at {703) 308-1202.
A copy of this notice MUST be retuwrned with the respornse.

FORM PTO-1533 (Rev. 11-94)
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6.3 '.l‘ho-ian-tumloth‘mﬂ:ordoelnrn 1 Dm&uaz:{ |
the inventor or & person undu- 87 CFR 1, 5
daclaration in complhmowitha'lcrl!.lcs.uf-

Dau.i-roquitml.

@. I Tlndmtunofﬂwmlxjointinmhm(l)h t.hn doc!lra
th or declaratios Mthoomitﬁod invenuw(-). MﬁMnx
this application by the above Application Number roqulrodl
7.0 A% i mhhmuimdforr-turnndch-ck- (WOFRlﬂl(m)).u ’

B.Dm-pplic.ﬁmdou fl{withtho&qummnuloc. &outtmhodhfuﬂco?‘o()omplywhh

Rules 37 CFRt 1.82
8. O Other:

Dirvect the and mﬁm abont. this mﬁco Amndon. t.!un Diviﬁon
TOBPODBS any o o, Appnca Prmm

A copy of this notice MUST be mmma'wuh ehe rccpouoc

tion Processing Divisicm
(708) 208-1202

c FORs BYO-1B0R (REV. 12-82)
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b_El mmmmmammmmmmmmmmmwmdmombjm
matier which h claimed end fot which a pm : ;
el wkmwh%‘ﬂwdmy u)diucloseinfcm.ﬁonwlﬂchinweﬂaltommbﬂizyndeﬁmdm'

3P CFR 1
5.7 doeanot the forei, appiicaﬁonk ion pmntotinvema" mﬁcmonwlﬂeh g
pumﬁo37 1.55, ?ﬁd-yfo:ﬁmapplmmﬁngaﬁliummﬂxuat } [ T
bois which pricrity is claimed, by epecifying the licnionmialmnmb«. connu-y. tky, momh, andyeu'of;\ TR
6.0 doumcmmmepmonmmu ‘oath or declarstion ecknow! leduutlwdutytoditc o infocmation
which is maeterisl to patentali udcﬁmdin370?kl.56wbichbecnmenvﬁhbhbemeenﬂwﬁg:gnﬂ .
duwofﬂwpﬁorapplwaﬁonand g dste of the continvation-in-part which disclosss and E
subject matter in addition to digclosed in dlepriornppucatim(:i le&(d)).

7.01  does not include the date of execution. ’ ol
8.0 does not use permunent ink, oz irs equivalent in qualicy. antequi:eduaduB’lCFR !.52(-). .
9, O comains non-initisied alterations (Ses 37 CFR 1.52(c)). -

10. ] Other:

B. Applicent is reguired o provide:
1. O A statement signed by applicant giving ki her com .Aﬁ:llmnmuinduda lenu
m:ulmmemmw rgqm::;by a7 L. 48{a)). i pae

2. [0 Proof of anthority of the legel represantative under 37 CRR 1.44.
3.0 An ebetract in compliance with 37 CFR 1.72(b). e
4.0 AWWWW@MWMMWMWM(S?CERLBB@».,

5.0 A of the written, typed, or printed in permaneut init, miuequivalminmlkyu
by 37 1.52¢a).

6.0 Othes:

AT r——— PART 1-OFFICE COPY

Rev. 1, Sept. 1995 600 — 12




-0 doesnotmcludea written description of mvcntlon.
E] does notmclude at least one claim in compliance with 3

2. l'_'l A drawing of Flgure(s)
35 USC. l l

3.04 dmwmg of a h.cant's invention is uu'ed since it is necessary
subject mntt.er the invention in oomt;ﬂance wnh 3s U.S.C. 113. g

4. C) The inventor’s nnme{s) m mmsmg. The full names ofall mventors ‘am mquu'ed in complumee e '
‘ with 37 CFR. 1.41. 7 L

5.0 Gther:

All of the above-nowd items, unless otherwise mdlcated must be subrmued wnlnn TWO MONTHS o .
of the date of this notice or the lication will be returned or otherwise dis; of, An fee which :
has been submitted will be refo leas a $..________handling fwee Seo 3 CFR l.S3(c o

The filing date will be the date of receipt of all items reqnited above. unless otherwwe indicawd Any' .
assertons that the items required above were submitted, or are not necessary for a filing date, must
be by a petition dmected to the attention of the Office of the Assistant Commissioner for Patents
accompanied by mseﬁtion fee(37CFR 1.1 7(&2 ). if the petition states that the applicaﬁon

is complete, a request for refi f the petition fee may included in the petition. ‘

Direct the response and any questions about this notice to, Attention:
Application Processing Division, Special Processing and Conupondenee anch

A copy of this notice MUET be refurned with thc‘napome.

Enclosed:
3 “Genesal Information Concerning Patents.” See page
O Copy of a patent to assist applicant in making corrections.
O “Notice to File Missing Parta of Application,” Form PTO-1532.
1 Other:

Application Processing Division
(708) 808-21202

COREA FTG-1 S4B (RBV. 2660 ’
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R, and mustbe a. veriﬂed statement if TN
ited. Statcs Patent and Trademark: @,

The ﬁlinz dntc wnll the date of receipt of the items req nles
. assertions that the items réquired ahove were: subrnitted, . or explainin
- omitted items, must be by a petition directed. 1o the  aitention of 3
Commissioner for Patents. Any such petition must beé. a,ccomipanicd by the $
- (3T CFR 1.173X1)). If the petmon states that the applicatio & complete,
petition fee may be mcluded in the pennum )

a n su
hﬁ A“ismn

AlL of the items noted above must be submitted within 'I‘WO MONTHS of th daté_.of this notice. or-
the application willberetumed upon requestorotherwisedlspowdo e TR R

Diirect the response and any questions about this notice 10, Attention- "Applicauon Processing
Diivision, Special Processmg and Comspondence Branch. S ;

A copy of this notice MUg_ T be retumed with‘ﬂie responae

Application Processing Division
(708) 808-1202

CORN PTC-1084 (REY. 1@-88)




NOTICE TO FILE MIBSING PARTS OF APPLICATION
FILXEE» UNDER 87 CFR 1.60 F!IJ:N’G DATE GRANTEDV

V.Y ﬁllng data has been granted to this application filed under 37 CFR 1.60. Howovor, tho itomn :
indicated below are missi The uired items and fees identified below must be timmely
submitted ALONG WITH THE PA OF ASURCHARGE foriteme lend 3of$ . . "
forlarge entitiesor$__._______ _ forsmall entities whohave eomplied wlth 37 CF’R L 28 (a). .The ‘
surcharge is set forth in 37 CFR 1.16 (e). .

If all required’ ftemns on this form are filed within the pariod sot bolow, the total atnount owed -
by applicant as & (1 large entity, [ emall entity (veriﬁed statement ﬁled), i $. . ’

Apphcant is givern ONE MONTH FROM THE DATE OF THIS LETTER, OR TWO
" MONTHS FROM THE FILING DATE of this application, WHICHEVER IS
LATER. within which to file all required items and pay any fees required above to
aveoid abandonment. Extensions of time may be obtained by filing a petition
asccomapanied by the extension fee under the provisions of 37 CFR 1.186 Ca): )

1. O The statutory basic filing fee is: (3 missing [ insufficient. Apphemt. as a £l lerge
entity, O smell entity, must submit $_______ to eomplew the basic ﬁ.hng feeo.

2. O Additional claim fees of 8_____________ era (1 large entxty 0 small entity, including
any required multiple dependent claim fee, are required. Applicant must submit the
additional claim fees or cancel the addlﬁonnl claunn for which fees are due.

3. O The application was filed under 37 CFR 1.60. The copy of the cath or declaration L) ie
missing [ does not ehow applicant(s) & nﬁmatum or an indication it was signed. A copy
of the signed cath or declaration origi filed in the prior complete application is
required.

4. O OTHER:

Direct the response and any queations about this notice to, Attention: Application Procossing
Division, Special Processing and Correspondence Branch.

4 copy of this notice MUIST  be retuwrned with the responae.

APPLICATION PROCESSING DIVISION
(703) 308-120%

romes PTO-1607 (1zem)
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tmu-tﬁh allthe items indicated I
Mud to. avoid ahnndnnmanmmd Extensions of time x
womp-niodbythoax&mdonfonundcﬂmpmﬁm 370

1.'U"mmmwmmmsmu- Dmiuinz (= in-um.::.nt
: lmallenﬁtymu-tlubmi S — o T

2. O Adds

rsquimd ultiple dep fasa of
Py
& O 'l'haapplicn&ionwuﬁhdunderS"lcm 1.30 'Ihsoopyofthoon ‘or declaration O3 icmﬂn:ﬂlpg
- 3 does not show applicant(s) signature or an indication it was signed.: Acopyof’tlmsmd, gkl
ordachraﬂonorimllyﬁhdinthopﬁorcmphhappﬂaﬁmuuqu!md e Tra il E

4. O3 Gther:

Direct the response and any nutionnabmxtthinnoﬁeato.Atwntion Awﬁmﬁnn?xnmﬁngbm-im:.f LR

A copy of this notice MIIST be returned with thc mopmc B

LAPPLICATION PROCESSING DIVISION
(703) 808-1202

COrRs FTO-veAB (\eas)
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NOTICE OF MPROPER FWC mms UNDER 37 CFR 1.62

. : mabowidott&ﬁedapplicaﬁonwudopoﬁtedm37mn 62@:  ﬁlewrappereonumlingapphcanm

k’ﬂwuwlicaﬁm&namﬂmludeﬂwcmappﬂuaﬂmnmbwhdudimﬂimdmem L

. zﬂwapplmcaﬁon, whlch unotaoontinumon—m-put. wunotﬁladbyﬂmsqu@lmdmnmf‘ IR
- tbcinvmmnamodlnthepﬁorappllcuionnndnopeﬁﬁonforcomcdonof mmhip

3. mupphuuon whlch uaeontinuauon—m-pan doeemudentifythenmofal : e
invmton(:WCFRlAl(a)).'nwnpphcttimms“et al™ butotdyoncmvenmwummedln‘_s B

4 Tl'leﬂlingdmelncludednnewupeciﬂcaﬁonotncopyofasmciﬁclﬁonfromd\epﬁor .
application. See 37 CFR 1.62(e). A petition with thae $__ i l’eeletfoa'tth’lCFR, -
l.l‘l(i)(l)wil.lninsmu:non-tocanceltheeopyornpeciﬁcaﬁonmaybeﬁledifaﬁhngdamnof
ﬂwmo:ptdmnoudabmnduhud g o

. ‘The reguest does not include an original signature of lhe mventot(a). mignea of the enure
nmetent. or registered sttorney or asent. :

6.

The application was not filed befom the payment of the issue fee ablndonmcnt of.
termination of proceedings on the prior applicadon

&) The issue fee was paid on the prior application 0N ———

b) The prior application was abandoned, or proceedings terminated Of e
) The prior application was sbandoned by the filing of application

number
on . uider 37 CFR 1.62.

7. Other:

The filing dote will be the date of receipt of the items required above unless otherwise indicated, provided the
items ave filed before the payment of the issue fes, abandonment of, or tennination of procesdings on the prior
application. Any assertions that the items reguired above were submitted or are not necessary for a filing date
must be by a petition directed to the attention of the Office of the Assistant Commissioner for Patents. Any
such petition must be accompanied by the S fe€ (37CFR 1.17(0)). If the petition siates that the
application is complete, a reguest for refund of the petidon fee may be incluedad in the petition.

All of the above noted items and/or any petition must be submitted within TWO MON'I‘HS of the date of this
notice (37 CFR 1.81(H)) or the application will ba returned upon request or abandoned and the foe, if submitted,
will be refunded less the $ e handling fes (37 CFR 1.21{(n))- mlSTMIMTMAYm BE
EXTERDED PURSUART TO 37 CFR 1.136.

Direct the response and any questions about thias notice to, Atention: Application Proeeuing Division,
Special Proceasing and Correspondence Branch.

A copy of this notice MUST be returned with the response.

Applicetion Processing Lyivision
C703) 308-1202
PORM BNOL-REY (REv. (293}
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601.02

601. 02 Power of Attomey 0r Autlmrization
of Agent

The attomey’s or agent’s full post office address (m- | v
cluding Zp. code number) must be given'in every power

of attorney or authority of agent The telephone number
of the. attorney or agent should also be mcluded in
the power. The prompt delivery of commumcatlons will
thereby be facilitated. 2

Usually a power of attorney or authonzatlon of agent
is incorporated in the oath or declaration form. (See

MPEP § 402)

601.03 Change of Correspondence
Address [R—1]

Where an attorney or agent of record (or applicant, if
he or she is prosecuting the application pro se) changes
his or her correspondence address, he or she is responsi-
ble for promptly notifying the Patent and Trademark Of-
fice of the new correspondence address (including ZIP
Code number).The notification should also include his
or her telephone number.

A separate notification must be filed in each applica-
tion for which a person is intended to receive commu-
nications from the Office. In those instances where a
change in the correspondence address of a registered at-
torney or agent is necessary in a plurality of applications,
the notification filed in each application may be a repro-
duction of a properly executed, original notification.
The original notice * >may< either be sent to the Office
of Enrollment and Discipline as notification to the At-
torney’s Roster of the change of address, or * >may< be
filed in one of the applications affected, provided that
the notice includes an authorization for the public to in-
spect and copy the original notice in the event one of the
applications containing a copy matures into a patent and
the application containing the original paper is either
pending or has become abandoned. >Alternatively, the
paper containing the original signature may be retained
by applicant. See MPEP § 502.02.< The copies sub-
mitted in each affected application must identify where
the original paper is located.

See MPEP § 711.03(c) for treatment of petitions to
revive applications abandoned as a consequence of fail-
ure to timely receive an Office action addressed to the
old correspondence address.

Rev. 1, Sept. 1995

MANUAL OF PATENT EXAMNNG PROCEDURE SR

The reqmred notlﬁcauon of change of eorrespono: ‘

~* dence address need take no partlcularform However, it o
. should be provided ina manner calling atiention tothe .
fact that a change of address is bemg made. Thus, the S opterl
‘mere inclusion, in a-paper being filed for another pur- - - .
- pose, of an address which is dlﬂ’erent from the prekusly R

provided correspondence address, without mention of

the fact that an address change is bemg made would not - j : | E
ordinarily be recognized or deemed as instructions- o
. change the con'espondence address on the ﬁle record e

“The obligation (see 37 CFR 10. 11) of a reglstered at-’
torney or agent to notify the. Attomey’s Roster by letter

of any change of his or her address for entry on the Tegis- B

ter is separate from the obhgatlon to file a notice of
change of address filed in individual apphcatlons ‘See
MPEP § 402. R

601.04 Natlonal Stage Requlrements of
the United States as a Designated
Office [R—1] o

See MPEP Chapter 1800, especially MPEP
§ ** >1893.01 < for requirements for entry into the na-
tional stage before the Designated Office or Elected Of-
fice under the Patent Cooperation Treaty (PCT).

602 Original Oath or Declaration [R—1]

35 U.S.C. 25. Declaration in lieu of oath.

{a) ’I'heCommnssnonermaybyruleprescnbethatanydocumentto
be filed in the Patent and Trademark Office and which is required by any
law, rule, or other regulation to be under oath may be subscribed toby a
written declaration in such form as the Commissioner may prescribe,
such declaration to be in lieu of the cath otherwise required.

(b) Wheneversuchwrittendeclarationisused, thedocumentmust
warn the declarant that wiilful false statements and the like are
punishable by fine or imprisonment, or both (18 U.S.C. 1801).

35 US.C. 26. Effect of defective execution.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation tobe executedina
specified manner may be provisionally accepted by the Commissioner
despite a defective execution, provided a properlyexecuted document is
submitted within such time as may be prescribed.

35 U.S.C. 115. Qath of the applicant.

The applicant shall make oath that he believes himself to be the
original and first inventor of the process, machine, manufacture, or
composition of matter, or improvement thereof, for which he solicits a
patent; and shall state of what country he is a citizen. Such cath maybe
made before any person within the United States authorized by law o
administer oaths, oz, when made in 2 foreign country, before any
diplomaticor consular officer of the United States authorized to adndn-
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" PARTS, FORM,ANDCON’I’ENT OF APPLICATION

lsteroaths,orbefore anyofﬁcerhamganofﬁaalsealandauthonmd to

administer oaths in the foreign country in which the applicant may be, .
whose authority is proved by certificate of a “diplomatic or consular
officer of the United States, or apostille of an official designated bya -
foreign countxy which, by treaty or convention, accords like effect to
apostillesof designated officialsin the United States. Such oathisvalidif

it complies with the laws of the state or country where made. When the
application is made as provided in the title by a person other than the
inventor, the cath may be so varied in form that it can be made by him.

37CFR 1.63. Qathor declaranon

%% >(a) An oath or declaration filed under § 1. 51(a)(1)(u) asa
part of a nonprovisional application must:

(1) Be exccuted in accordance with either § 1.66 or § 1.68;

(2) Identify the specification to which it is directed, '

(3) Identify each inventor and the residence and country of
citizenship of each inventor; and

(4) State whether the inventor is a sole or joint inventor of the
invention claimed.<

(b) In addition to meeting the requirements of paragraph (a), the
oath or declaration must state that the person making the oath or
declaration, ‘

(1) Hasreviewed and understands the contents of the specifica-
tion, including the claims, as amended by any amendment specifically
referred to in the oath or declaration;

(2) Believes the named inventor or inventors to be the original
and first inventor orinventors of the subject matter which is claimed and
for which a patent is sought; and

(3) Acknowledges the duty to disclose to the Office all informa-
tion known to the person to be material to patentability as defined in
§1.56.

(c) In addition to meeting the requirements of paragraphs (a) and
(b) of this section, the oath or declaration in any application in which a
claim for foreign priority is made pursuant to § 1.55 must identify the
foreignapplication for patent orinventor’scertificate onwhich priorityis
claimed, and any foreign application having a filing date before that of
theapplication onwhichpriorityisclaimed, byspecifyingthe application
number, country, day, month and year of its filing.

(d) In any continuation—in—part application filed under the
conditions specified in 35 U.S.C. 120 which discloses and claims subject
matter in addition to that disclosed in the prior copending application,
the oathor declaration mustalsostate that the persen making the oathor
declaration acknowledges the duty to disclose to the Office all informa-
tion known to the person to be material to patentability as defined in
§ 1.56, which became available between the filing date of the prior
application and the national or FCT international filing date of the
continuation—in—part application.

37 CFR 1.68. Declaration in lieu of oath.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be under cath
may be subscribed to by a written declaration. Such declaration may be
usedin lieu of the cath otherwise required, if, and onlyif, the declarantis
on the same document, warned that willful false statements and the like
are punishable by fine or imprisonment, or both (18 U.S.C. 1001) and
may jeopardize the validity of the application or any patent issuing
thereon. The declarant must set forth in the body of the declaration that
all statements made of the declarant’s own knowledge are true and that
all statements made on information and belief are believed to be true.

600 - 19

o | . 602
18 U.S.C. 1001. Statements or entries generally.

Whoever,manymatterwuhinthe)umdwmnofanydcputmem‘
oragencyoftheUmtedStateshmwm@yaudwxﬂfuﬂyfalmﬁes,oomls, ]

. orcoversupbyany trick, scheme, otdev:oeamatemlfact,ormakeaany
false, fictitiovs or fraudulent stateménts or reptesentatwns, ormakesor

usesanyfalsewntmgm documentknmvmgthesametoeontam anyfalse,
fictitious or fraudulent statement or entry, shall be fined not more than
$10, 000 or lmpnsoned not more than five years, or both

STATUTORY DECLARATIONS

Patent and 'Ii'ademark Office personnel -are autho-
rized to accept a statutory declaration under 28 US.C.
1746 filed in the Patent and Trademark Office in lien of
an “oath” or declaration under35 U.S.C. 25and37CFR -
1.68, provided that the statutory declaration otherwise
complies with the requirements of law. '

Section 1746 of Title 28 of the Umted States Code
provides: ‘

Whenever, under any law of the United States or under any rule,
regulation, order, or requirement made pursuant to law, any matter is
required to be supported, evidenced, established, or proved by sworn
declaration, verification, certificate, statement, oath or affidavit, in
writing of the person mzking the same (other than a deposition, or an
oath of office, or an oath required to be taken before a specified official
other than a notary public), such matter may, with like force and effect,
be supported, evidenced, established, or proved by the unsworn
declaration, certificate, verification, or statement, in writing of such
person which is subscribed by him, as true under penalty of perjury, and
dated, in substantially the following form:

(1] If executed without the United States:

“I declare (or certify, verify, or state) under penalty of petjury
under the laws of the United States of America that the foregoingistrue
and correct. Executed on (date).

(Signature),”

[2] Iexecutedwithin the United Statesitsterritories, possessions,
or corumonwealths:

“I declare (or certify, verify, or state) under penalty of perjury that
the foregoing is true and correct. Executed on (date).

(Signature).“

Oaths and declarations submitted in applications
filed after May 1, 1975 must make reference to applica-
tions for inventor’s certificates on which priority is
claimed and any filed prior to the filing date of an ap-
plication on which priority is claimed.

A 37 CFR 1.68 declaration need not be ribboned to
the other papers, even if signed in a country foreign to
the United States. When a declaration is used, it is un-
necessary to appear before any official in connection
with the making of the declaration. It must, however,
since it is an integral part of the application, be main-
tained together therewith.
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i clanned It is reqmred 'to glve the forengn senal num-"
ber and name of the' country or. ofﬁce in whlch ﬁled as:

well asthe fihng date of the first ﬁled forelgn apphcatxon 42 i il
In the oath, the jurat must be filled out; and the word -~ XAm I
“sole”. or. “only” must appear if there is but one mven-’ f (N e

tor, and Jomt” if two or more mventors

. When joint inventors execute’ separate oaths or dec--'_-"
larattons, each-oath or declaratton shonld make refer-'_ -
ence to the fact that the affiant is a joint inventor togeth- .
er with each of the other inventors indicating them by -

name. This may be done by stating that he or she does

verily believe himself or herself to be the original, first .
and joint inventor together with “A or A & B, etc.” as the ‘

facts may be.

A seal is usually impressed on an oath. See MPEP -
§ 604 and § 604.01 and 37 CFR 1.66. However, oathsex-

ecuted in many states including Alabama, Louisiana,
Maryland, Massachusetts, New Jersey, New York,
Rhode Island, South Carolina, and Virginia need not be
impressed with a seal.

If a claim is presented for matter not originally
claimed or embraced in the original statement of inven-
tion in the specification a supplemental oath or declara-
tion is required, 37 CFR 1.67, MPEP § 603.

> A provisional application does not require an oath
or declaration to be complete. See 37 CFR 1.51(a)(2).<

The following form paragraphs may be used to indi-
cate errors in the oath or declaration.

9 6.05 Oath or Declaration Defective

The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by
* >Application< Number and filing date is required. See MPEP
>88< 602.01 and 602.02.

The oath or declaration is defective because:

Rev. 1, Sept. 1995

9 605>0<7 DmyofDuscImqummad:~ o IR
ltdoesnotstatethattheperson mahngtheeathordedarauon S

acknowledges the duty to disclose to the Office all informationknowato. - . 1"

thepersontobematenalto patentabthtyasdeﬁnedeCFRlSﬁ o

"apatentlssought

'Ihlsparagraphmustbeprecededbypamgraphtsos;

Examiner Note:: ' - e
* This paragraph must be preceded by paragxaph 6.05.

9 6.05.>0<8 Identxﬁcauon of Foreign Apphcaaom Omitted -

¥t does not identify the foreign application for patent or inventor’s
certificate on which priority is claimed pursvant to 37 CFR 1.55, and any
foreign application having a >filing < date before that of the application
on which priority is claimed, by specifying the application number,
country, day, monih and year of filing.

Ezsminer Note:
This paragraph must be preceded by paragraph 6.05.

9§ 6.05.>0<9 Duty to Disclose in C—=I-P Omitted
Itdoesnotstate that the personmaking the cathor declarationina
continuation —in—part application filed under the conditions specified
in 35 U.S.C. 120 which discloses and claims subject matter inaddition to
thatdisclosedinthe priorcopending application, acknowledges the duty
to disclose to the Office all information known to the person to be
material to patentability as defined in 37 CTFR 1.56 which became
availablebetweenthe filing date of the prior spplicetion ved the national
oz PCT international filing date of the continustion—in—part spplica-

600 - 20







602

MANUAL OF PATENT EXAMINING PROCEDURE

. DECLARATION FOR PATENT APPLICATION
As a below named Inventor, § hareby declare that:

Wy residence, pomoﬂcoaddrmanddﬂzomhlpmassmodbelownex!bmynm )

| bakieve | am the origina, ﬁrstandsohlnwnlor(ﬂorﬂyomnamhlismdbebw)ounoﬂgmﬂ m:mmuwamor(ulplwd .'
nmamhmuﬂoﬂdmwb}mmm%lcdalmedmdbrwmehapamtssouqtnonmhvuﬁonen

spociscwonommaa
ls attached hereto unliess the following box is checked:
D was flad on : as Unitad States Application Numhotor BCY lmmﬂonuAppucaﬁon
Number and was amended on (it applicable).

lMmbﬂmlhmvwbmdwmducwnwmmsoimmmnmdmm mdudingmedalm as
amended by any amendment refered to above.
lmmmbmmmmmnmmmpammnyswlns7cFRs1ss

1 hereby daim foreign pricrly benefils under 35 U.S.C. §He(a)-(d)org%&(b)ofanybrelmuppuaﬂon(s)hrpawmoﬂlwm
certificate, or § 355(e) of any PCT Intsrnationsl application which designuted at least one country othar than the United Sintes, listed
below and have aiso (dentified below, by checking the box, any forelgn application for patent or liwenbor's cartlficate, er PCT

m::;a:pﬂuﬂon?;vhglﬁlingda!ebob(omatolmoappﬁuhononwhmhprmnylsdamd P_florltvNﬂ
{Number) {Country} . {DayioniYear Faed) =
(Numbes) (Country) ' (DaytontivYear Fided) o

! hareby cialm the benefit under 35 U.S.C. § 118{e) of any Uniled States provisional application(e) listed betow.

(Appication Nambes) (Fliing Date)

{(Application Number) {Fling Date)

i hereby claim the benefit under 35 U.S.C. § 120 of any United Statas application{s), or § 366(c) of any PCT Inleinationsl application
dasignating the Unlisd Swates, Estad below and, insolar as the sublect matier of each of the claime of this application Is not disclosed
in the pror United States or PCT (ntemational application In the manner provided by the first paragraph of 36 U.S.C. § 112,

t acknowiedge the duty to discloss information which is material to patentability as defined in 37 CFR § 1.58 which became available
between the flling date of the prior application and the national or PCT International filing date of tivis application.

(Rpphcaton Numbad) (Filing Date) T TSEWE - paented, pending, abandoned)
(Application Numben (Flling Date) - = 5 X

I hereby appoint the following attorney(s) and/or aqont(s) to prosecute this application and 1o transact all businass in the
Patent and Trademark Office connecied therewits

Address el telephone calis to at telephone number
Address all convespondence o

! heceby declare that aii statements made hareln of my own Knowiedge are true and that off statoments made on information and
betiof are belioved to be Yue; and further that thege stalements were made with the knowledge that wilitu! falee eatemenis and the
like so made are punighable by fine or imprisonment, or both, under Section 1001 of Tile 18 of the United States Code and that

such willful false slatements may jecpardize the validity of the application or any patent lssuved theraon.
Full name of sole or first inventar (given name, (amily name} —

lnventors signatwe Date
Residence Citizenship
Post Cffice Address

Full name of second jolnt inventor, if any (given name, farmily name)

Second Inventor's signature Dats
Hesidence Cilizenship

nmmtmmvwmm&x;mo o 35 comoieie. 1 i vary depending U Gade of Eha ¢ 18l CaGD,
Oftce. Wathinglon, & 20%0 ol i v Y| ftar
‘r'nsg FE co'ﬁp@“u_é“?e""l‘:" o OF Rusioton

m""“@.%"c
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02. 01 Oath Cannot Be Amended [R-l
of “oath f‘o declaratron cannot‘f,
changed m any manncr afterrt ha

| -amendedalt’ ed

requrred afﬁrmatlons have not beert made, or if rt has.

Gt V‘PARI‘S‘ 'FORM ANDCONTENT OFAPPLICATION

- kv_r,fﬁclenmesmﬂredeclaratromoroathbyFormParagrapm"-i* B

been properly subscribed to, a new oath or declaratronki_:.i 1

must be. requtred However, in some cases, a deﬁcrency :
inthe oath or declaration eanbecorrectedby asupplemen-_“* -

tal paper and a new oath or declaration is not necessaty.

§ 604.02. :
~Applicant may be so advised by usmg Form Para-
graph 6. 03 ‘ , .

9 6.03 Oath, Declaration Cannot Be Amended

Anewoathor declaranon isrequired because [1). The wording of
an cath or declaration cannot be amended. If the wording is not correct
or if all of the required affirmations have not been made or if it has not
been properly subscribed to, a new oath or declaration is required. The
newoathor declaration must properlyidentify the applicationof whichit
istoform a part, preferably by *>application< number andfiling datein
the body of the oath or declaration. See MPEP§ 602.01and§ 602.02.

Examiner Note:

1. This paragraph is intended primarily for use in pro se applica-
tions.

2. Use Paragraph 6.05 and one or more of paragraphs 6.05.>0< 1
to 6.95.17 for a defective oath or declaration in a case where there isa
power of attorney.

602.02 New QOath or Substitute for Original

In requiring a new oath or declaration, the examiner
should always give the reason for the requirement and
call attention to the fact that the application of which it is
to form a part must be properly identified in the body of
the new oath or declaration, preferably by giving the seri-
al number and the date of filing.

Where neither the original oath or declaration, nor
the substitute oath or declaration is complete in itself,
but the two taken together give all the required data, no
further oath or declaration is needed.

602.03 Defective Oath or Declaration [R—1]

In the first Office action the examiner must point out
every deficiency in a declaration or cath and require that
the same be remedied. Applicant may be informed of de-

600 - 23

“For example, if the oath does not set forth evidence 76 05.17 must follow this paragraph.

that the notary was acting within his or herjurisdictionat
the time he or she admrmstered the oath, a certificate of ‘
the notary that the oath was taken within his or herj juris-
diction will correct the defrclency ‘See MPEP § 602 and

1 One or more of'the appr

2.1fnoneofthe paragraphsapply,than anappropnateexﬂ i
of the defect should be grven tmm‘ kdtately followmg thts paragraph

However, when an applrcatron is otherwrse ready for ) G
_examiner with full srgratory authonty may CRISER

issue, an
waive the followmg minor deﬁctencm

‘Minor deﬁcrencres in the body of the oath or declara- 1’, ; | g
© tion where the deflctencles aie’ self-—evrdently cured i in

ﬂrerestofﬂreoatbordedarahon,asmanoaﬂrordedamﬂm, 2

. ofpluralmventorsooudtedmpluraltemrsexoeptforuseof' -

“sole mventors” is asserted; In re Seades, 164 USPQ623.
If theabove is waived, the exammer with full signato- -
1y authority should write in the margin of the declaratron

oroatha notatron such as “Reference 10 the sole i mven- o

tor rather than j ]ornt inventors warved Application ready

for i issue.” and his or her rmttals and the date.

Of course, requtrements of the statute, e.g. that

" the applicant state his or her citizenship or believes

himself or herself to be the original and first inventor
or that the oath be administered before a person au-
thorized to administer oaths or that a declaration pur-
suant to 35 US.C. 25 or 28 U.S.C. 1746 contain the
language required therein, cannot be waived.

If the defect cannot be waived, Form Paragraph 6.46
should be used when the application is allowable.

N 6.46 *>Application< Allowed, Substitute Declaration Need-
ed

Applicant is now required to submit a substitute declaration or
oath to correct the deficiencies set forth [1]. The substitute oath or
declaration must be filed within the THREE MONTH shortened
statutory period set for response in the “Notice Of Allowability”
(PTOL~-37). Extensions of time may be obtained under the
provisions of 37 CFR 1.136(z). Failure to timely file the substitute
declaration (or cath) will result in ABANDONMENT of the
application. The transmittal letter accompanying the declagation (or
oath) should indicate the following in the upper right hand corner:
Issue Batch Number, date of the “Notice of Allowance,” snd
*>application< number.

Examiner Note:
In the bracket, insert appropriste informetion, e.g.,

Rew. 1, Sept. 1995




9 6 05 13 Authorny af Forelgn Oﬁ?cer Not Certyied

certrﬁcate, see 37 CFR 1 66(a)

Examiner Note: ‘ : .
Thls paragraph must be preoeded by paragraph 6.05.

602.04(a) Forelgn Executed Oath Is Ribboned
: to Other Applicatlon Papers [R—1] .,

37 CFR 1.66. Oﬂicers authorized to adm:mster oaths

BEPEY

(b} Whentheoathistakenbeforeanofficerinacountryforeign to
the United States, any accompanying application papers, except the
drawings, must be attached together with the oath and a ribbon passed
one or more times through all the sheets of the application, except the
drawings, and the ends of said ribbon brought together under the seal
before the latter is affived and impressed, or each sheet must be
impressed with the official seal of the officer before whom the cath is
taken. If the papers as filed are not properly ribboned or each sheet
impressed with the seal, the case will be accepted for examination, but
before it is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

Where the papers are not properly ribboned, use
Form Paragraphs 6.05 and 6.05.14.

9 6.05 CQath or Declaration Defective

The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by *
>Application< Number and filing date is required. See MPEP
>§§< 602.01 and 602.02.

The oath or declaration is defective because:

Examiner Notes

1. One or more of the appropriate parsgraphs 6.05.1 to 6.05.17
must follow this paragraph.

2.Ifnoneof the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

% 6.05.14 No Ribbon Properly Atlached
It does not have a ribbon properly attached.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.
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‘Tt does not include an apostrlle, a oonsular certlﬁcate, or the- :', ‘
position of autbonty of the ofﬁcer s:gmng an apostllle or oonsularf -

’vcate, or apostnlle, executed by an: ofﬁcer of the member
country. Acoordmgly, the Office will accept for filingor .
reoordmg a document sworn to or acknowledged before‘g RO -
- anotary publlc ina member country if the documentjf: R
bears, or has appended to it,-an apostille certifying the . -
‘notary’s authority. The requlrement for:a dlplomatlc orf R

- consular certificate, speclﬁed in37 CFR 1.66,willnot ap-

k ply toa document swom to or aclmowledged before a -

The member countries that are parues to the Con-k :
vention are:

Antigua Hungary ‘Panama k
& Barbuda
Argentina Israel Portugal =
Austria Italy Seychelles
Bahamas Japan Spain
Belgivm Lesotho Suriname
Botswana Liechtenstein Swaziland
Brunei Luxembourg Switzerland
Cyprus Malawi The Russian
Federation
Fiji Malta Tonga
Finland Marshall Islands Tarkey
France Mauritius UK. of
Great Britain
and
N. Ireland
Germany, . Netherlands United States
Fed Rep. of
Greece Norway Yugoslavia

The Convention prescribes the following form for the
apostille:
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Model o{ Certlﬂcate

The certlﬁeate wnll be in the form of ‘a square w1th
sndesatleast9-’ S S

(COﬂVCﬂﬂOndeLaHayeduoct_s 1961) R RENE

37 CFRI69 Foragnlanguageoaths and declamnom P _
T (8) Wheneveranmdmdualmahnganoathordeclarauoneanmt e
T understandl:‘.ngllsh theoathordeclamuonmustbemalanguagethat’ R
such individual can understand and shall state that such individual . -~
| understands the content’ of any documents to whlch the. oath o
declération. relates :

i 'I‘hrspubhcdocument

;‘Z.hasbeenslgnedby
3 acungmtheeapacrtyof
4 bearstheseal/stampof

Note that a declaration in lieu of application oath |

(37 CFR 1.68) need not be ribboned to the other papers.
It must, however, be maintained together therewith.

602.05 Oath or Declaration — Date of
Execution [R—1)

**>The Office no longer checks the date of execu-
tion of the oath or declaration and the Oifice will no lon-
ger require a newly executed oath or declaration based
on an oath or declaration being stale (that is when the
date of execution is more than 3 months prior to the fil-
ing date of the application). However, applicants are re-
minded that they have a continuing duty of disclosure
under 37 CFR 1.56.<

602.05(a) Oath or Declaration in Division
and Continuation Cases

Where the date of filing the application is not the
date that determines the statutory 12—month pericd, as
in divisional and continuation cases, it is immaterial, so
far as concerns the acceptability of the oath or declara-
tion, how long a time intervenes between the execution
of the oath or declaration and the filing of the applica-
tion.

600 - 25

(®) Unless the textofany oath ordec]aratron malanguage other

. than English is a form provrded or: apptoved by the ‘Patent and.. - -
Trademark Office, it must be. aeeompanwd bya venﬁed Enghsh IR A
u'anslatron,except thatmthecaseofanoathordeclaratlonﬁled under o

- 81 63thetranslatronmaybeﬁledmtheOfﬁeenolaterthantwomonths_-_ )
- ~from the date appheantrsnotrﬁedtoﬁle the translatlon

37 CFR 1.69 requlres that oaths and declaratlons be' '
ina language which is understood by the mdmdual mak-

- ing the oath or declaration; i.c., a language which thein-

dividual comprehends. If the individual comprehendSt

the English language, he or she should preferably use it.

If the individual cannot comprehend the English lan-

guage, any oath or declaration must be in a language

which the individual can comprehend. If an individual
uses a language other than English for an oath or decla-

ration, the oath or declaration must include a statement -

that the individual understands the content of any docu-
ments to which the oath or declaration relates. If the doc-
uments are in a language the individual cannot compre-
hend, the documents may be explained to him or her so
that he or she is able to understand them. ,

The Office will accept a single non—English language
oath or declaration where there are joint inventors, of
which only some understand English but all understand
the non—English language of the oath or declaration.

602.07 Oath or Declaration Filed in United
States as a Designated Offfice [R—1]

See MPEP § * >1893.01.<
603 Supplemental Oath or Declaration [R—1]

37 CFR 1.67. Supplemental oath or declaration.

{a) A supplementsl cath or declarstion meeting the require-
ments of § 1.63 may be required to be filed to correct eny deficiencies
of ineccuracies present in an esrlier filed oath or declaration.

Rev. 1, Sept. 1995

When a dlvnslonal appheatlon is ndentrcal wnth the

' 'ongmal application as filed; signing and exccutionof the .
“oathor declaration in the dwrsnonalcase maybe omltted i

o (See 37 CFR 160 and 1 62, MPEP § 201 os(a)'.) SRS



603.01

«* >(b)- Asupplementaloathordeclamhonmeeungﬂwreqmre- ‘
ments of § 1.63 must be filed whesi a claim is presented for matter. .
originally shown or described but not' substanhally embraced in the
statement of mventmnorclmmsongmallypresentcdorwhen anoathor .

declaration submitted in accordance with § 1.53(d)(1) after the filing of
the specification and any required drawings specifically and lmproperly
refers to an amendmentwhich includes new matter. No newmatter may
beintroducedintoa nonprovrsronal application after its filing d date even
ifa supp!emental ocathordeclarationisfiled. Inpropercases, the cathor
declaration here required may be made on mformatron and belief by an
applicant other than inventor.<

(c) Asupplementaloath ordeclarauon meeungtherequlrements
of §1.63mustalso be filedif the application was altered afier the oath
or declaration was srgned orif the oath or declaration was signed: (1) In
blank; (2) Without review thereof by the person making the oath or
declaration; or (3) Without review of the specification; including the
claims, as required by § 1.63(b)(1).

37 CFR 1.67 réquires'-in the supplemental oath or
declaration substantially all the data called for in 37 CFR
1.63 for the original oath or declaration. As to the pur-

pose to be served by the supplemental oath or declara-

tion, the examiner should bear in mind that it cannot be
availed of to introduce new matter into an application.
>When an inventor who executed the original decla-

ration is refusing or cannot be found to execute a re-

quired supplemental declaration, it is possible that the
requirement may be suspended or waived in accordance
with 37 CFR 1.183.<

A new oath may be required by using Form Paragraph
6.06.

91 6.06 New Qath for Subject Matter not Oviginally Claimed
This application presents a claim for subject matter 1ot originally
claimed or embraced in the statement of the invention. [1}. A
supplemental oath or declaration is required under 37 CFR 1.67. The
newoathordeclarationmust properlyidentify the application of whichit
istoforma part, preferablyby * >application < numberandfilingdatein
the body of the oathor declaration. See MPEP > §§ < 602.01 and 602.02.

Exariner Note:

Explain new claimed matter in bracket 1. The brief summary of the
invention must be commensurate with the claimed invention and maybe
required to be modified. See MPEP >§§< 1302>and< 608.01(d), and
37CFR 1.73.

603.01 Supplemental OQath or Declaration
Filed After Allowance

Since the decision in Cutter Co. v. Metropolitan Elec-
tric Mfg. Co., 275 F. 158 (CA 2 1921), many supplemental
oaths and declarations covering the claims in the case
have been filed after the case is allowed. Such oaths and
declarations may be filed as a matter of right and when
received they will be placed in the file by the Office of

Rev. 1, Sept. 1995

MANUAL OF PATENT EXAMINING PROCEDURE :

Pubhcatlons, but therr reeerpt wrll not be acknowledged .
to the party filing them. They should not be filed orcon-
_sidered as amendments under 37 CFR 1. 312, since they*‘ L
" make no change in the wordmg of the papers on file See ;
' MPEP§71416 o ) e

“ 604 Admmistratmn or Executron of Oath

37CFR I 66 Oﬁcm authonzai t admmrstcroaths

(a)'I‘heoathoraﬁirmatron maybe madebeforeanypersonwrthm

- the United Statesauthorizedbylawtoadministeroaths. Anoathmadein -
’ aforelgncountry,maybemadebeforeanydrplomhcorcomularoﬂ'icer

of the United Statesauthorized toadmmrsteroaﬂrs,orbefore anyofﬁcer :
having an official seal and authonzed to administer oaths in the foreign
countryinwhich the apphcantmnybe whoseauthontyshallbeprovedby ,
acertificate of adiplomatic orconsular officer of the United Statcs,orby» ;
anapostille of anofficial desrgmtedbyaforelgncountrywhrch,bytreaty

- or convention, accords like effect to apostilles of designated officialsin

the United States. The cath shall be attested in all casesin thisand other
countries, by the proper official seal of the officerbefore whom the oath -
or affirmation is made. Such oath or affirmation shall be valid as to

‘ executlonlfltcomplleswrththelawsoftheStateorcountrywheremade

When the person before whom the oath or affirmation is made in this
country is not provided with a seal, his -official character shall be
established by competent evrdence, as by a certificate from a clerk of a
court of record or other proper officer having a seal.

See MPEP § 602.04(a) for foreign exccuted oath.
604.01 Seal [R—1])

When the person before whom the oath or affirma-
tion is made in this country is not provided with a seal, his
or her official character shall be established by compe-
tent evidence, as by a certificate from a clerk of a court of
record or other proper officer having a seal, except as
noted in MPEP § 604.03(a), in which situations no seal is
necessary. When the issue concerns the authority of the
person administering the oath, the examiner should re-
quire proof of authority. Depending on the jurisdiction,
the seal may be either embossed or rubber stamped. The
latter should not be confused with a stamped legend indi-
cating only the date of expiration of the notary’s commis-
sion.

See also MPEP § 602.04(a) on foreign executed cath
and seal. In some jurisdictions, the seal of the notary is
not required but the official title of the officer must be on
the oath. This applies to Alabama, California {certain
notaries), Louisiana, Maryland, Massachusetts, New
Jersey, New York, Ohio, Puerto Rico, Rhode Island,
South Carclina, and Virginia.
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1605 OathorDecIarauonDefecnve R

'l‘he-oath or daclarauo_n is defectlve A néw oath or declaratmn m

1. One or’ morc of the appropnate pmagraphs 605 >0<1 0
6.05. 17mustf01lowth13paragraph C

2.Ifnoneof the pmagrapbs apply, tnenanappropnatc explanauon i o

of the defect should be gwen lmmedlately followmg this paragraph

9 6.05.11 NotarySrgnature o o
Itdoesnotmclude the notmy's mgnature, orthenotary’s srgnature
lsmthewrongplacc S

Examiner Note:
This pacagraph must be preceded by paragraph 6.05.

9 60512 Notary Seal and Venue Omitted
It dbes not include the notary’s scal and venue.

Exammer Note: ,
This paragraph must be preceded by paragraph 6.05.

604.02 Venue [R—1]

That portion of an oath or affidavit indicating where
the oath is taken is known as the venue. Where the
county and state in the venue agree with the county and
state in the seal, no problem arises. If the venue and seal
do not correspond in county and state, the jurisdiction of
the notary must be determined from statements by the
notary appearing on the oath, or from the listing at
MPEP § 604.03. Venue and notary jurisdiciion must cor-
respond or the oath is improper. The oath should show
onits face that it was taken within the jurisdiction of the
certifying officer or notary. This may be given either in
the venue or in the body of the jurat. Otherwise, a new
oath or declaration, or a certificate of the notary that the
oath was taken within his or her jurisdiction, must be re-
quired, Ex parte Delavoye, 1906 C.D. 320; 124 O.G. 626;
Ex parte Irwin, 1928 C.D. 13; 367 O.G. 701.

Form Paragraph 6.07 may be used where the venue is
not shown.

§! 6.07 Lack of Venue

The oath lacks the statement of venue. Applicant is required to
furnish either a new oath or declaration in proper form, identifying the
application by *>application< number and >filing< date*®, or a
certificate by the officer before whom the original cath was taken stating
that the oath was executed within the jurisdiction of the officer before
whomthe oath was takenwhen the cathwas edministered. The newoath
ordeclaration mustproperlyidentify theapplicationofwhichitistoform

600 — 27

ofthe oathordedaram SeeMP’EP »88< 602,061 and»602.02.
Where the seal and e ;

- various states is glven below
o COUNTY ONLY |
Louisiana - lexasi‘ B ,"- g Mrssrssnppr
h VARIABLE JURISDICI‘ION
(See explanatory paragraphs below)
Alabama (a) ‘ MlSSOlll‘l (e)
Florida (b) Nebraska (a)
Hawaii (c) Ohio (f)
Towa (d) Tennessee (g)
Kansas (€) Virginia (h)
Kentucky (d) West Virginia (d)
STATEWIDE
All other states: o

(a) Alabama and Nebraska notaries are appointed
for counties and for state at large.

(b)Fiorida notary commissions are customarily for
state at large but may be restricted by commission to less
than the state at large.

(c) In Hawaii it is generally limited to the judicial cir-
cuit.

(d) In Iowa, Kentucky and West Virginia it is limited
to county for which appointed, but notary in any county
may qualify and act as notary in any other county.

(e) The jurisdiction of Kansas and Missouri notaries
is coextensive with county of appointment and adjoining
counties.

(f) In Ohio, notaries other than attorneys are ap-
pointed by the Governor for a term of S years and have
power to act only in county for which appointed. An at-
torney or any person certified by a judge of the court of
common pleas of the county in which he resides as quali-
fied for the duties of official stenographic reporter of
such state, may, however, be commissioned for the entire
state. The extent of jurisdiction is stated near the
notary’s signature.

Rev. 1, Sept. 1995

apaﬂaprefcmblybY‘>lpplimﬁcn<numbermdﬁlingdawrntlwbody"‘;; ce

| or the appropnate:,f o

o '}statement oh the “Notice of Informal Patent Apphca—_? SRS

. tion” form P‘I‘O—ISZ should'be checked S
N ,604 03 Notarres and Extent of Jurisdrction

' The extent of the ]unsdnctlon of the notnti'es in the- B



.at large are commrssronéd by the Secretary of the State »

(g)'IEnnessee notary pubhw oommnssxoned in onef .
county may file in _'county court of any other county and. -

'Notary’s signatiire must indicate that he or she is so qual- - - .- When the oath is
ified. Specialseal is prescrlbed bythe Secretary of State. - men

(h)In Virginia, notaries are limited to city or county . ~qui
for which appointed exoept that niotary for city may actin - f- :

county or city eontrguous thereto, and.a notary- for af' =
county may act in ity contiguous thereto, ‘Notaries may
be appointed, for two or more countles and cities or for _ _'

the state at large. . _
The notary does not have to state when his or her

comumission explres but if he or she does so state, the

oath should'be mspected to determine whether or not

the notary’s commlssnon had expired at the date of exe-

cution of the oath.

694.03(a) Notarial Powers of Some Military
Officers '

Public Law 506 (81st Congress, Second Session) Ar-
ticle 136: (a) The following persons on active duty in the
armed forces. . . shall have the general powers of a notary
publicand of a consul of the United States, in the perfor-
mance of all notarial acts to be executed by :nembers of
any of the armed forces, wherever they may be, and by
other persons subject to this code [Uniform Code of Mil-
itary Justice] outside the continental limits of the United
States:

(2) All law specialists;

(3) All summary courts—martial;

(4) All adjutants, assistant adjutants, acting adju-
tants, and personnel adjutants;

(5) All commanding officers of the Navy and Coast
Guard;

(6) Al staff judge advocates and legal officers, and
acting or assistant staff judge advocates and legal offi-
cers; and

(7) All other persons designated by regulations of the
armed forces or by statute.

(8) The signature without seal of any such person
acting as notary, together with the title of his office,
shall be prima facie evidence of his authority.

Rev. 1, Sept. 1995

fyasto the authonty and Junsdlctlon of another offi :
_cial who, in turn, may certnfy ‘as 1o the authonty and
' Jurlsdlctron of the ofﬁcer before whom the oath is tak». B

en.

604. 04(a) Consul - Omlssron of

Certiﬁcate [R— l]

- Where the oath is taken before an officer ina for- S

eign country other than a dnplomatlc or consular offi-
cer of the Un_rted States and whose authonty is-not au-
thenticated or accompanied with an apostille certifying
the notary’s authority (sce MPEP § 602.04(a)), the ap-
plication is nevertheless accepted for purposes of ex-

amination. The examiner, in the first Office action,

should note this informality and require authentica-
tion of the oath by an appropriate diplomatic or con-
sular officer, the filing of proper apostille, or a decla-
ration (37 CFR 1.68).

Form Paragraph 6.08 may be used to notrfy applicant.

9 6.08 Consul—Omission of Certificate

‘The cathisobjected to asbeinginformal. Itlacksautheuhcatlonby
a diplomatic or consular officer of the United States; 37 CFR 1.66{a).
This informality can be overcome either by forwarding the original cath
tothe appropriate officer for authentication orby filing adeclaration (37
CFR 1.68), if applicant wishes to preserve the original filing date. If
authentication isdesired, applicant should request returmof the oath for
thispurpoce. Suchrequest mustbe sccompenicdbyan order foracopyof
the oath tobe retained in the file until the properly authenticated oothis
retarned. After the oath has been authenticated, it should be returned
promptly to the Patent and Tredemark Office. The new ouath or
declaration must properly kentify the application of whichitisto forma
part, prefersbly by * > Application < Number and fling date in the body
of the oath or declaration. See MPEP >§8 < 602.01 and 502.02,

600 - 28




At the time of the next Office actlon, the request for o

retum oft the oath together w1th the apphcatlon file and

. "604 06 By Attorney in Case "

tered, then the oath is a valid oath.

The law of the District of Columbia prohibits the -

administering of oaths by the attorney in the case. If the
oath is known to be void because of being administered
by the attorney in a jurisdiction where the law holds this
to be invalid, the proper action is to require a new oath or

declaration and refer the file to the Office of Enrollment -

and Discipline. (Riegger v. Beierl, 1910 C.D. 12; 150 0.G.
826). See 37 CFR 1.66 and MPEP  § 604.

605 Applicant [R—1]}

37 CFR 1.41. Applicant for patent.

(a) A patent must be applied for in the name of the actual inventor
orinventors, Full names mustbe stated, including the family name and at
least one given name without abbreviation together with any other given
name or initial.

(b) Unless the contrary is indicated the word “applicant” when
used in these sections refers to the inventor or joint inventors who are
applying for a patent, or to the personmentioned in §§ 1.42, 1.43,0r 1.47
who is applying for a patent in place of the inventor.

(c) Any person authorized by the applicant may file an application
for patent on behaif of the inventor or inventors, but an oath or
declaration for the application (§ 1.63) can only be made in accordance
with § 1.64.

(d) A showing may be required from the person filing the
application that the filing was autherized where such authorization
comes into question.

37 CFR 1.45. Joint inventors.

(2) Joint inventors must apply for a pateat jointly and each must
make the required oath or declaration; neither of them alone, nor less
than the entire number, can apply for a pateat for an invention invented
by them jointly, except as provided in § 1.47.

(b) Inventors may apply for a patent jointly even though

600 — 29

PARI‘S, FORM: .AND CONTENT VOF APPLICATION

The language of37 CFR 166 and 35 USC 115 is
such that an attorney in the case is not ‘barred from
admmlstenng the oath as notary The Office presumes"
that an attorney acting as notary. is cogmzant of the ex- : f_
tent of his or her authonty and jurisdiction andwillnot *
knowingly ]eopardlze his or her client’s rights by per--
forming an illegal act. If such practice is permlssible un-
der the law of the jurisdiction where the oath is admnms e

h ‘nonprovnsnonal appllcatlon‘,

L Q)Emhmemdﬁuotmkeﬂwmtypemmmwrk

issue, unless no inventors is named or the apphcatlon is
originally filed under 37 CFR1. 53(b) with “et al”aspart
of the inventive entity (¢.g., Jonesetal).< Ifallofthe
inventors are not named in the application papers; e.g.,

Jones et al., a “Notice of Incomplete Application” willbe
mailed to the applicant(s) indicating that no filing date

has been granted and setting a period for submitting all

of the names. The filing date will be the date of receipt of
the names of all the inventors unless a petition is filed
which sets forth the reasons the delay in supplying the
names should be excused. ;
For correction of inventorship, sce MPEP § 201.03.

37 CFR 1.46. Assigned inventions and patents.

In case the whole or a part interest inthe invention orin the patent
tobe issued is assigned, the application must still be made or authorized
to be made, and an oath or declaration signed, by the inventor or cne of
the persons mentionedin §§ 1.42, 1.43, or 1.47. However, the patentmay
be issued to the assignee or jointy to the inventor and the assignee as
provided in § 3.81.

This section concerns filing by the actual inventor. If
the application is filed by another, see MPEP § 409.03.

NOTE

Assignments of application by inventor, sce MPEP
§ 301. Inventor dead or insane, sece MPEP § 409.

Rew, 1, Sept. 1995

< good practlce is to submlt-; SR
. anoath or declaration form (whether sngned or un-: _l R
; 'sngned)ldenufymgthe namesofall mventorsm every ap-f_ S
‘ phcatlonbemgfiled el .
> An errorin mventorslnp does fiot raise a fihng date Lo
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605 01
605.01 Applicant’s Citizenship [R- l]

The statute (35 US.C. 115) requires an apphcant > f:f :
ina nonprovrsronal applrcatxon< to state his or her crtr- g

zenship. Where an applrcant isnota citizen of ‘any coun-
try, a statement to this effect i is accepted as satrsfymg the
statutory requrrement, buta statement as to citizenship

applied for or first: papers taken out lookmg to future cit- - :

izenship in this (or any other) country does not meet the
requirement.

Form Paragraphs 6.05 and 6.05. >0<3 may be used to

notify’ applrcant that the applicant’s citizenship is
omitted.

9 6.05 Qath or Declaration Defective

The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by *
>application< number and filing date is required. See MPEP >§§<
692.01 and 602.02,

The cath or declaration is defective because:

Exuminer Note:

1. One or more of the appropriate paragraphs 6.05.>0<1 to
6.05.17 must follow this paragraph.

2.1fnone of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

9 6.05.>0<3 Citizenship Omitted
It does not identify the citizenship of each inventor.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

605.02 Applicant’s Residence [R~—2]

Applicant’s place of residence, that is, the city and ei-
ther state or foreign country, is required to be included in
the oath or declaration >in a nonprovisional applica-
tion,< for compliance with 37 CFR 1.63. In the case of
_ an applicant who is in one of the U.S. Armed Services, a
statement to that effect is sufficient as to residence. For
change of residence, see MPEP § 717.02(b). >Appli-
cant’s residence must be included on the cover sheet fora
provisional application.<

If the residence is not included in the oath or declara-
tion as filed, the Application Branch will normally so in-
dicate on a form PTO~-152, “Notice of Informal Patent
Application,” so as to require a new declaration when
the form is sent out with an Office action. If the examin-
er notes that the residence has not been included in the
oath or declaration, Form Paragraph 6.05.>0<2 should
be used to notify the applicant if no post office address
has been supplicd>in the declaration<.

Rev. 1, Sept. 1995

e aos>o<2 * Residence Omited S e
: Itdoesnotrdenufythecatyandmteorforergnmntryofmdcme‘ »' 7 B o

ofewh mventor e

Examiner Nate'

‘1. Thmparagraph mustbeprecedcdhyparagraphtSOQ ;
2.1f the post office address **> appears in the declaration<. DO

- NOT use this paragraph, * use >paragraph< 6.09.

If the post ofﬁoe address has been pr0v1ded some-

where in the application papers, but no resrdence isin-

cluded Form Paragraph 6. 09 should be used

4 609 Residence Omitted>from Declaration< ;' S
~ Applicant’stesidence has been omitted from the *>declaration<.

The city and >either<state >or foreign cuontry< of apphcant’s post
office address >provided in the declaration< wili be presumedto be the
city and >either < state>or foreign contry < of * residence. If the above
isincorrect, applicant should submit astatement as to place of residence
no later than at the time of payment of the issue fee.

Examiner Note: ‘ ‘

1. Ifboth the post office address and residence are mcomplete, aot
uniform or omitted, use **> paragraphs 6.05 and 6.05.02<.

2. Paragraph 6.09.>0<1 should be used to notify applicant if only
the post office address is incomplete or omitted. -

605.03 Applicant’s Post Office Address [R—1]

Each applicant’s post office address >, in a nonprovi-
sional application,< must be supplied on the oath or
declaration, 37 CFR 1.33(a), if not stated elsewhere in
the application. Applicant’s post office address means
that address at which he or she customarily receives his
or her mail. Either applicant’s home or business address
is acceptable as the post office address. The post office
address should include the ZIP Code designation.

When a township is listed in the applicant’s address, a
county name must also be given.

The object of requiring each applicant’s post office
address is to enable the Office to communicate directly
with the applicant if desired; hence, the address of the at-
torney with instruction to send communications to appli-
cant in care of the attorney is not sufficient.

In situations where an inventor does not execute the
oath or declaration and the inventor is not deceased,
such as in an application filed under 37 CFR 1.47, the in-
ventor’s most recent home address must be given to en-
able the Office to communicate directly with the inven-
tor as necessary.

Where having given complete data as to residence,
the applicant identifies his or her post office address only
by street and number, it is assumed that the city and ¢i-
ther state or foreign country of residence are the city and

600 — 30



PARI’S FORM AND CONTENI‘ OF APPLICATION

state of his or herpost ‘office addreSS and no teqmrement L

'for submission of the post office address will be made.

 The “Notice of Informal Patent Application” attach-
ment form PTO- 152 or Form Paragraph 6.09.011i isused: 5
to notify apphcant that the post office. address is mcom-

plete or omltted Note 37 CFR 1 33(a)

9 6.09.50<1 PmtOjﬁceAddmss Omitted

; Applmnt has not given a post office address anyWhere in the :
application papers as required by 37 CFR 1.33(a). A statement over -

applicant’s- signature provrdmg a comp!ete post ofﬂce address 'is
requu‘ed ‘

>Exsminer Note’

If both the post office address and resndence are lncomplete not’

uniform or omltted, vse form paragraphs 6.05 and 6 05.02<

605 04(a) Appllcant’s Signature and
Name [R-1]

37 CFR 1.64. Person making oath or declaration.

(a) The oath or declaration must be made by all of the actual
inventors except as provided for in §§ 1.42, 1.43, or 1.47. '

(b) If the person making the oath or declaration is not the
inventor (§§ 1.42, 1.43, or 1.47), the oath or declaration shall state
the relationship of the person to the inventor and, upon information
and belief, the facts which the inventor is required to state.

EXECUTION OF OATHS OR DECLARATIONS
OF PATENT APPLICATIONS

United States patent applications which have not
been prepared and executed in accordance with the re-
quirements of Title 35 of the United States Code and
Title 37 of the Code of Federal Regulations may be aban-
doned. Although the statute and the rules have been in
existence for many years, the Office continues to receive
a number of applications which have been improperly
executed and/or filed. Since the improper execution and/
or filing of patent applications can ultimately result in a
loss of rights, it is appropriate to emphasize the impor-
tance of proper execution and filing.

It is improper for an applicant to sign an oath or dec-
laration which is not attached to or does not identify a
specification and/or claims.

Attached does not necessarily mean that all the pa-
pers must be literally fastened. It is sufficient that the
specification, including the claims, and the oath or decla-
ration are physically located together at the time of exe-
cution. Physical connection is not required. >Copies
of declarations are accepted. Sece MPEP § 502.01 and
§502.02.<
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.M(a)‘ i

the cffect of a regula

. oath or declaration reqmrements for an international ap-
‘-phmuonbeforethePatentand'Ii'ademkafﬁoeareset?
- forth in35US.C 371(c)(4) and37CFRI497. -
" 37 CFR 1.52(c) states that “(a)ny mterhneav on, era-‘:‘ e
- sure, cancellation or ‘other alteration of the apphcauon. R
~ papers filed shouldbemade before the slgmng ofanyac- =
companymg oath or declaranon pursuant to§ 1. 63 refer- JRER
ring to those application papers and should be dated and

initialed or signed by the apphcant on the same sheet of

paper. Application papers contammg alteratxons made L
' after the signing of an oath or declaration refemng to
those application papers must be supported by asupple- .
_ mental oath or declaration under § 1. 67(c).” '

In summary, it is emphasized that the applrcatlon
filed must be the application executed by the applicant
and it is improper for anyone, including counsel, to alter,
rewrite, or partly fill in any part of the apphcatlon, in-
cluding the oath or declaration, after execution of the
oath or declaration by the applicant. This provision
should particularly be brought to the attention of foreign
applicants by their United States counsel since the
United States law and practice in this area may differ
from that in other countries. . ,

Any changes made in ink in the application or oath
prior to signing should be initialed and dated by the ap-
plicants prior to execution of the oath or declaration.
The Office will not consider whether non—initialed and/
or nondated alterations were made before or after sign-
ing of the oath or declaration but will require a new oath
or declaration. Form Paragraph 6.02.>0<1 may be used
to call non—initialed and/or non—dated alterations to
applicant’s attention.

9 6.02.>0<1 Non—Initialed andfor Non—Dated Alterations
in Application Papers
The application is objected to because of alterations which have not

been initialed andjor dated as required by 37 CFR 152(c). A properly
executed oath or dedaration which complies with 37 CFR 16%a) and
identifies the application by*>application< number and filing date i
required.

The signing and execution by the applicant of oaths
or declarations in certain applications may be omitted,
MPEP § 201.06 and § 201.07.
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605 04(b)

§MO@0E
60504(b) OnemfGiv » Name
Required [R-l]'

37CFR 141.

* When a full giveri name of the apphcant does not ap-ffff “
pear either in the signatare or elsewhere in the papersthe . -

examiner will, in the first Office action, require an amend-
ment over applicant’s signature supplying the omission,
and will not pass the application to issue until the omission
has been supplied unless a statement has been filed over
the applicant’s own signature setting forth that his or her
name as signed contains at least one given name without
abbreviation or what is in fact his or her full given name.

No affidavit should be required. '

The requirement should be made onlywhen all of the
given names in the signature, or elsewhere in the papers,
appear as mere initials or as what can be only an abbrevi-
ation of a name.

Form Paragraph 6.10 may be used.

9 6.10 Full Given Name Does Not Appear

It appears that at least one full given name of applicant [1] is not
present either in the signature or elsewhere in the papers. This
application will not be passed to issue until the omittcd name has been
supplied or unless a statement has been supplied over the applicant’s
signature setting forth that the name as signed is the actual full name of
applicant [2]. See MPEP >§< 605.04.

One given name without abbreviation, together with
any other given name or initial, must appear somewhere
in the papers as filed. Otherwise, appropriate amend-
ment is required. For example, if the applicant’s full
name is “John Paul Doe,” either “John B. Doe” or “k
Paul Doe” is acceptable.

In an application where the name is typewritten with
a middle name or initial, but the signature is without such
middle name or initial, the typewritten version of the
name will be used. A request to have the name changed
to the signed version or any other corrections in the
name of the inventor(s) will not be entertained, unless
accompanied by a petition under 37 CFR 1.182 together
with an appropriate petition fee. The petition should be
directed to the attention of the Office of the Assistant
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NOI'E.For thesngnatureonampmne,seeMPEP

.. will be forwarded by the Apj on B o
B L »sngnment Branch for a charlge in the Assngnment record o
All appllcatlons which dlsclose the full ﬁrst and lastfjf : ."»605 04(0) Invent‘)l' Chaﬂges N an ‘
names with middle mltlal ‘or name, if any, ¢ of the apph-’ o '
cant at any place in the application papers will be re- s after the apphcatlon has been filed and the inventor. de- -
ceived and consxdered as a sufﬁclent compllance w1th - siresto change his of her name on the apphcatmn, heor
" she must submit a petmon under 37 CFR 1.182. The . ..
petition should be directed to the attention of the Office - . -
 of the Assrstant Comrmssnoner for Patents The petition - -
* must include an appropnate petltton fee and an affidavit
 signed with both names and setting forth the procedure ’
- whereby the change of name was eﬁected ora certlfted

- copy of the court order.

MANUAL OF PATENT EXAM]NING PROCEDURE

Comnussloner for Patents Upon grantmg of the petl-
: 'tlon,thefileshouldbesenttotheApphcatronBranchfor
ppheatmn is assrgned it

correction of its records. I

ln cases whe e an mventor’s name has been changed »

- Hthe petition s granted, the file should be sentto the

Application Processing Division for change of name on

the file wrapper and in the PALM data base. If the ap-

 plication is assigned, it will be forwarded by the Applica-
tion Branch to the Assignment Branch fora change in

the assignment record.
605.04(d) Apphcant Unable to Write

If the applicant is unable to wnte, his or her mark as
affixed to the oath or declaration must be attested toby a
witness. In the case of the oath, the notary’s signature to
the jurat is sufficient to authenticate the mark.

605.04(e) May Use Title With Signature

Itis permissible for an applicant to use a title of nobil-
ity or other title, such as “Dr”, in connection with his sig-
nature. The title will not appear in the printed patent.

605.04(f) Signature on Joint Applications —
Order of Names

The order of names of joint patentees in the heading
of the patent is taken from the order in which the type-
written names appear in the original oath or declaration.
Care should therefore be exercised in selecting the pre-
ferred order of the typewritten names of the joint inven-
tors, before filing, as requests for subsequent shifting of
the names would entail changing numerous records in
the Office. Since the particular order in which the names
appear is of no consequence insofar as the legal rights of
the joint applicants are concerned, no changes will be
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E f'j-made except when a petition under 37 CFR 11821is _‘
B granted VThe petmonshould be dmwted to the attentlon

' declaratron

appear in the apphcatlon papers unless a different order
is requested at the time of filmg '

605;04(g)5 | co.'-_mﬁe.n of 1nVentorship |

When a petition is granted approving a correction or

a change in the order of the names of the inventors, or
inventors are added or deleted under 37 CFR 1.48, the
change should be noted in red ink in the left margin of

the original oath or declaration. The notation should

read “See Paper No. ____ for inventorship changes.”
The file should be sent to the Application Processing
Division for correction on the file wrapper label and the
PALM data base regarding the inventorship. A brief ex-
planation on an “Application Branch Datz Base Routing
Slip” (available from the examining group clerical staff)
should accompany the application file to the Application
Branch.

605.05 Administrator, Executor, or Other
Legal Representative

In an application filed by a legal representative of the
inventor, the specification should not be written in the
first person.

For prosecution by administrator or executor, see
MPEP § 409.01(a).

For prosecution by heirs, sce MPEP§ 409.01(a)
and § 409.01(d).

For prosecution by representative of legally incapaci-
tated inventor, sce MPEP § 409.02.

For prosecution by other than inventor, sce MPEP
§ 409.03.
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Inthose mstances where the Jomt apphcants 4ﬁle sep
 arate oaths or declaratlons, the ‘order of names:is taken L
- from the order in whlch the several oaths or declaratrons '

) -recogmzes the realities of m ern: team research: Are-,, S
O search pro_|ect may mclude many inventions. Someé in- . S
o .ventlons may have eontnbutrons made by mdmduals S
~‘who are not mvolved in other, related inventions.. ST
. 35USC. 116 allows mventors to apply fora patent s
]omtly even though ‘ S
(i) they did not physncally work together or at the R

same time, : ‘,

(ii) each did not make the same type or amount of
contnbutron, or -

(i) each did not make a contrlbutton to the subject -
matter of every claim of the. patent Items (i) and (ii)
adopt the ratlonale stated in decisions such as Monsanto
Co. v. Kamp, 269 F. Supp. 818, 154 USPQ 259 (D.D.C.
1967).

Item (iii) adopts the ratronale of cases such as SAB
Industrie AB v. Bendix Corp., 199 USPQ 95 (E D. Va.
1978).

> With regard to item (i), see Kimberly—Clark Corp.

v. Procter & Gamble Distributing Co. Inc., 972 F.2d 911,
23 USPQ2d 1921 (Fed. Cir. 1992) (Some quantum of col-
laboration or connection is required in order for persons
to be “joint” inventors under 35 U.S.C. 116, and thus in-
dividuals who are completely ignorant of what each oth-
er has done until years after their individual indepen-
dent efforts cannot be considered joint inventors).<

Like other patent applications, jointly filed applica-
tions are subject to the requirements of 35 U.S.C. 121
that an application be directed to only a single invention.
If more than one invention is included in the application,
the examiner may require the application to be re-
stricted to one of the inventions. In such a case, a “divi-
sional” application complying with 35 U.S.C, 120 would
be entitled to the benefit of the earlier filing date of the
original application.

It is possible that different claims of an application or
patent may have different dates of inventions even
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“IM' A‘Nt :IAL-OFPA_"I"ENTEXAM / INiNGPROCED‘ URE

605.07

‘though the patent covers only one mdependent and dis-
tinct invention within the meaning of 35 US.C. 121 :
When necessary, the Patent and Trademark Ofﬁce or a
court may inquire of the patent apphcant or owrier con- :
cerning thei mventors and the mventlon dates for the sub-, - ,
o though “each dld not make a oontributlon to the subject O

ject matter of the various claims.
Gmdelmes S
37 CFR 1.45. Jomt mvem'ots

LS L L

(b) Inventors may apply for a patent jointly even though
(1) They did not physically work together or at the same time,
(2) Each inventor did not make the same type or amount of
contribution, or
(3) Bach inventor did not make a contribution to the subject
matter of every claim of the application.
* *>(c) If multiple inventors are named in a nonprows:onal

application, each named inventor must have made a contribution,,

individually or jointly, to the subject matter of at least one claim of the
application and the application will be. considered to be a joint
application under 35 U.S.C. 116. If multiple inveators are named in a
provisional application, each named inventor must have made a
contribution, individuallyor jointly, to the subject matter disclosed in the
provisional application and the provisional application will be consid-
ered to be a joint application under 35 U.S.C. 116.<

>Since provisional applications may be filed without
claims, 37 CFR 1.45(c) states that each inventor named
in a joint provisional application must have made a con-
tribution to the subject matter disclosed in the applica-
tion.<

The significant features resulting from the amend-
ments to 35 U.S.C. 116 by Public Law 98—622 are the fol-
lowing:

(1) The joint inventors do not have to separately
“sign the application,” but only need apply for the patent
jointly and make the required oath by signing the same;
this is a clarification, but not a change in current practice.

(2) Inventors may apply for a patent jointly even
though “they did not work together or at the same time,”
thereby clarifying (a) that it is not necessary that the in-
ventors physically work together on a project, and (b)
that one inventor may “take a step at one time, the other
an approach at different times.” (Monsanto Co. v. Kamp,
269 F. Supp. 818, 154 USPQ 259 (D.D.C. 1967)).

(3) Inventors may apply for a patent jointly even
though “each did not make the same type or amount of
contribution,” thereby clarifying the “fact that each of
the inventors play a different role and that the contribu-
tion of onc may not be as great as that of another does

Rev. 1, Sept. 1995

not detract from the fact that the mventnon 1s jomt, lf -

each makes some ongmal contribution, though parttal -

to the final solutlon of the problem > Monsanto Co V. e
‘ ,Kamp supra. :

@ Inventora ‘may apply for a patent Jomtly even‘ Tf.

matter of every ¢ claun of the patent : :
5) Inventors may apply fora patent ;omtly as long as

each inventor made a contributlon, i.e., was an inventor - . g
“or joint inventor, of the- subject matter of at least one ..
claim of the patent; there is no reqmrement that allthe .

inventors be joint mventors of the subject matter of any :
one claim. : : : L

(6)Ifan apphcatlon byj Jomt mventors mcludes more
than one independent and distinct invention, restnctlon_' ;
may be required with the possnble result of a necessity to
change the inventorship named in the application if the
elected invention was not the mventton of all the origi-
nally named inventors.

(7) The amendment to 35 U S.C. 116 increases the
likelihood that different claims of an application or pat-
ent may have different dates of invention; when neces-
sary the Office or court may inquire of the patent appli-
cant or owner concerning the inventors and the inven-
tion dates for the subject matter of the various claims.

See MPEP § 2186 under “Applications considered
under 35 U.S.C. 103, second paragraph” for applications
to be considered under 35 U.S.C. 116. ‘

Pending >nonprovisional< applications will be per-
mitted to be amended by complying with 37 CFR 1.48 to
add claims to inventions by inventors not named when
the application was filed as long as such inventions were
disclosed in the application as filed since 37 CFR 1.48
permiits correction of inventorship where the “correct in-
ventor or inventors are not named in an application for
patent through error without any deceptive intention on
the part of the actual inventor or inventors.” This is spe-
cially covered in 37 CFR 1.48(c).

Under 35 U.S.C. 116, an examiner may reject claims
under 35 U.S.C. 102(f) only in circumstances where a
named inventor is not the inventor of at least one claim
in the application; no rejection under 35 U.S.C. 102(f) is
appropriate if a named inventor made a contribution to
the invention defined in any claim of the application.

Under 35 US.C. 116, considered in conjunction with
35 US.C. 103, second paragraph, a rejection may be ap-
propriate under 35 U.S.C, 102(£)/103 where the subject
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matter; ie., pnor art and the clalmed mventnon was not; o
owned by, or sub;ect to an obhgatlon of assngmnent to, G

the same person at the time the mventxon ‘was made. -

Apphcants are. responsnble for correctmg, and are re- ; .
r"rect, the mventorshlp in. comphance w1th

quired to ¢
37CFR 1.48 when the apphcatlon is amended to change
the claims so that one (or more) of the named mventors

is no longer an inventor of the sub]ect matter of a clann‘ o

remaining in the apphcatlon ‘

. In'requiring restnctlon inan apphcatlon ﬁled by Jomt '
mventors, the examiner should remind. appllcants of the
necessnty to correct the mventorshlp pursuant to 37 CFR-
148ifan mventlon iselected and the claims to the inven-

tion of one or more inventors are cancelled

The examiner should not inquire of the patent appli-
cant concerning the inventors and the invention dates
for the subject matter of the various claims until i be-

comes necessary to do so in order to properly examine the

application.

If an application is filed with joint inventors, the ex- -

aminer should assume that the subject matter of the vari-
ous claims was commonly owned at the time the inven-
tions covered therein were made, unless there is evi-
dence to the contrary. If inventors of subject matter, not
commonly owned at the time of the later invention, file a
joint application, applicants have an obligation pursuant
to 37 CFR 1.56 to point out the inventor and invention
dates of each claim and the lack of common awnership at
the time the later invention was made in order that the
examiner may consider the applicability of 35 U.S.C.
102(£)/103 or 35 U.S.C. 102(g)/103. The examiner should
assume, unless there is evidence to the contrary, that ap-
plicants are complying with their duty of disclosure. It
should be pointed out that 35 U.S.C. 119 benefit may be
claimed to any foreign application as long as the U.S.
named inventor was the inventor of the foreign applica-
tion invention and 35 U.S.C. 119 requirements are met.
Where two or more foreign applications are combined to
take advantage of the changes to 35 US.C. 103 or
35 U.S.C. 116, benefit as to each foreign application may
be claimed if each complies with 35 U.S.C. 119 and the
U.S. application inventors are the inventors of the sub-
ject matter of the foreign applications. For example:

If Forcign Applicant A invents X and files a
foreign application; Applicant B invents Y and files a
scparate foreign application. A+B combine inven-
tions X+Y and file US. application to X+Y and
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. 601 s
*claim 35 US.C. | 119 beneflt for both Forelgnf

Apphcatlons.
~then35US.C. 119 Beneﬁt wﬂl be Accorded

for each Foretgn Apphcatlon if 35 U S C. 119re- ‘ o T

qmrements are met.

606 'l‘itle ot‘ Inveltion

37CFR 1 72. Iitleandabsuuct.

v (a)Thetltleofthemvennon,whlehshouldbeasshortandspectﬁc SO

'aspossnble,shouldappearasaheadmgonﬂteﬁrstpageofthc

.. specification, nfltdoesnotothemse appear at thebegnnmgofthe~_ ST
»apphcatlon : B WA T

.tt## .

| 606.01 ExammerMayRequlreChange mTltle

Where the title is not descnptlve of the mventnon
claimed, the examiner should require the substitution of
a new title that is clearly indicative of the invention to.
which the claims are dlrected Form Paragraph 6.11 may
beused. : : A

9 6.11 Title of Invention Is Not Descnpuve
-The title of the invention is not descriptive. A new title is required
thatisclearlyindicative of the invention towhnch theclmmsaredlrected

Examiner Note:
If a title is suggested by the Exammer, add after “du'ected” The
following title is suggested:

This may result in slightly longer titles, but the loss in
brevity of title will be more than offset by the gain in its
informative value in indexing, classifying, searching, etc.
If a satisfactory title is not supplied by the applicant, the
examiner may change the title by examiner’s amendment
or by initialing, at the time of allowance.

If a change in title is the only change being made by
the examiner at the time of allowance, a separate ex-
aminer’s amendment need not be prepared. The change
in title will be incorporated in the notice of allowance.
This will be accomplished by placing an “X” in the desig-
nated box on the notice of allowance form and entering
thereunder the title as changed by the examiner who
should initial the face of the file wrapper.

However, if an examiner’s amendment must be pre-
pared for other reasons, any change in title will be incor-
porated therein.

Inasmuch as the words “impr: ? “improvement
of,” and “improvement in” are not considered as part of
the title of an invention, the Patent and Trademark Of-
fice does not include these words at the beginning of the
title of the invention,
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607
607 Filing Fee [R—l]

Patent apphcatron fnhng fees are set in acoordance

with 35 U.S.C.41-and are listed in 37 CFR 1. 16

clalms

When ﬁhng >a nonprovrslonal< apphcatlon, a ba- .
sic fee entitles apphcant to present 20 claims including
not more than 3 claims in mdependent form. - If claims in -
excess of the above are included at the time of filing, an

additional fee is required for each mdependent claimin
excess of three, and a fee is- requlred for each claim in

excess of 20 claims (whether independent or depen-

dent). Fees for a proper. multiple dependent claim are
calculated based on the number of claims to which the
multiple dependent claim refers, 37 CFR 1.75(c), and a
separate fee is required in each application containing a
proper multiple dependent claim. For an improper mul-

tiple dependent claim, the fee charged is that charged for -

a single dependent claim.

Upon submission of an amendment (whether en-
tered or not) affecting the claims, payment of fees for
those claims in excess of the number previously paid for
is required.

The Application Branch has been authorized to ac-
cept all applications, otherwise acceptable, if the basic fee is
submitted, and to require payment of the deficiency within a
stated period upon notification of the deficiency.

Amendments before the first action, or not filed in
response to an Office action, presenting additional
claims in excess of the number already paid for, not ac-
companied by the full additional fee due, will not be en-
tered in whole or in part and applicant will be so advised.
Such amendments filed in reply to an Office action will
be regarded as not responsive thereto and the practice
set forth in MPEP § 714.03 will be followed.

The additional fees, if any, due with an amendment
are calculated on the basis of the claims (tota and inde-
pendent) which would be present, if the amendment
were entered. The amendment of a claim, unless it
changes a dependent claim to an independent claim or
adds to the number of claims referred to in a multiple de-
pendent claim, and the replacement of a claim by a claim
of the same type, unless it is a muitiple dependent claim
which refers to more prior claims, do not require any
additional fees.

For purposes of determining the fee due the Patent
and Trademark Office, a claim will be treated as depen-
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See . MPEP § 60801(n) for multlple dependent o

MANUAL OF PATENT EXAMIN]NG PROCEDURE

den_t‘if it eontains reference to one or more other claims

~ in the application. A claim determined to be dependent
by this test wrllbeentered lfthefeepaldreﬂects thmde-
o tenmnatnon . N
© Any clarm whlch is in dependent form but whlch 1s =
'so worded that it, in- fact, isnota proper dependent

claim, as for example it does not nnclude every limita-
tionof the clalm on whnch it depends, will be requlred' -
tobe cancelled as not bemg a proper dependent clalm,

- and. cancelation of any further claim dependmg on

sucha dependent claim will be slmrlarly required. The:
applicant may thereupon amend the clanms to place
them in proper dependent form, or may redraft them
asindependent claims, upon payment of any necessary -
additional fee. : - :

After a requirement - for restnctlon, nonelccted
claims will be included in determining the fees due in
connection with a subsequent amendment unless such
claims are cancelled. '

An amendment canceling claims accompanymg the

_ papers constituting the application will be effective to di-

minish the number of claims to be considered in calculat-
ing the filing fees to be paid.

The additional fees, if any, due with an amendment
are required prior to any consideration of the amend-
ment by the examiner.

Money paid in connection with the filing of a pro-
posed amendment will not be refunded by reason of
the nonentry of the amendment. However, unentered
claims will notbe counted when calculating the fee due
in subsequent amendments.

Amendments affecting the claims cannot serve as the
basis for granting any refund.

See MPEP § 1415 for reissue application fees.

607.02 Returnability of Fees [R—1]

>37 CFR 1.26. Refunds.

(2) Money paid by actual mistake orin excesswill be refunded, but
amere change of purpose after the payment of money, as when a parly
desires towithdrawan application, anappesl, or arequest for oral heating,
will not entitle @ party to demand such a return, Amounts of twenty—five
dollars or lesswill not be returned unless specifically requested within 2
reasonable time, nor will the payer be notified of such amount; amounts
over tweaty —five dollars may be returned by check or, if requested, by
credit to a deposit account.

(b) [Reserved]

{c) Ifthe Commissioner decidesnot toinstitute areexamination
proceeding, arefund of $1,690 will be made to the requesterofthe
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proceeding. Reexamination | requesters should indicate . whether
any refund should be made by eheck or by credlt foa depom account.

Smce 37 CFR 1 26(a) precludes refund ofan apphca- -

tion filing fee when applicant desires to withdraw an ap-
plication, any request by applicant not to process or

charge an application filing fee because the application -

was not intended to be filed must be in the form of a peti-
tion under 37 CFR 1.183 requesting suspension of the
rules to the extent that the filing fee not be processed or

charged. Any such petition must include the fee set forth

in 37 CFR 1.17(h) and must be accompanied by an
express abandonment of the application in accordance
with 37 CFR 1.138. In order for such a petition to be
granted, it must ordinarily be filed and acted upon prior
to the date on which the application filing fee is pro-
cessed or charged by the Office with regard to the
application.<

All questions pertaining to the return of fees areé
referred to the Refund Section of the Accounting Divi-
sion of the Office of Finance. No opinions should be ex-
pressed to attorneys or applicants as to whether or not
fees are returnable in particular cases. Such questions
may also be treated, to the extent appropriate, in deci-
sions on petition decided by various Patent and Trade-
mark Office officials.

608 Disclosure

In return for a patent, the inventor gives as consider-
ation a complete revelation or disclosure of the inven-
tion for which protection is sought. All amendments or
claims must find basis in the original disclosure, or they
involve new matter. Applicant may rely for disclosure
upon the specification with original claims and drawings,
asfiled. See 37 CFR 1.118 and MPEP § 608.04.

If during the course of examination of a patent ap-
plication, an examiner notes the use of language that
could be deemed offensive to any race, religion, sex, eth-
nic group, or nationality, he or she should object to the
use of the language as failing to comply with the Rules of
Practice. 37 CFR 1.3 proscribes the presentation of pa-
pers which are lacking in decorum and courtesy. There is
a further basis for objection in that the inclusion of such
proscribed language in a Federal Government publica-
tion would not be in the public interest. Also, the inclu-
sion in application drawings of any depictions or carica-
tures that might reasonably be considered offensive to
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_ anygroup should be sumlarly objected to, on like author-
ity.

untll such language or drawmgs have been deleted, or

questions relating to the propriety thereof fully resolved.

For design application practice, see MPEP § 1504.

608.01 Speciﬁcation R-1]

35 U.S.C. 22. Printing ofpapers ﬁled.
The Commissioner may require papers filed in the Patent and
Trademark Office to be printed or typewritten.

37 CFR 1.71. Detailed description and specuﬁcanon of the
invention.

(a) The specification must include a written descnptlon of the
invention or discovery and of the manner and process of making and
using the same, andis required to be in such fuli, clear, concise, andexact -
terms as to enable any person skilled in the art or science to which the
invention or discovery appertains, or with which it is most nearly
connected, to make and use the same. '

(b) Thespecificationmustsetforth the preciseinventionforwhich
a patent is soficited, in such manner as to distinguish it-from other
inventions and from what is old. It must describe completely a specific
embodiment of the process, machine, manufacture, composition of
matter or improvement invented, and must explain the mode of
operation or principle whenever applicable. The best mode contem-
plated by the inventor of carrying out his invention must be set forth.

(¢) Inthecaseof an improvement, the specification must particu-
farly point out the part or parts of the process, machine, manufacture, or
composition of matter to which the improvement relates, and the
description should be confined to the specific improvement and to such
parts as necessarily cooperate with it or as may be necessary to a
complete understanding or description of it.

(d) A copyright or mask work notice may be placed in a design or
utility patent application adjacent to copyright and mask work material
contained therein. The notice may appear at any appropriate portion of
the patent application disclosure. For notices indrawings, see § 1.84(0).
Thecontentofthenotice mustbe limited to onlythoseelementsrequired
by law. For example, “© 1983 John Doe” (17 U.S.C. 401) and “M John
Doe” (17 US.C. 909) would be properly limited and, under current
statutes, legally sufficient notices of copyright and mask work, respec-
tively. Inclusion of a copyright or mask work notice will be permitted
only if the authorization language set forth in paragraph (e) of this
sectionisincluded at the beginning (preferably as the first paragraph) of
the specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent document contains
material which is subject to {copyright or mask werk} protection. The
{copyright or mask work} owner has no objection to the facsimile
reproduction by anyone of the patent documenter the patent disclosure,
as it appears in the Patent and Trademark Office patent file or records,
but otherwise resezves all {copyright or mask work} rights whatsoever.

Certain cross notes to other related applications may
be made. References to foreign applications or to ap-
plications identified only by the attomey’s docket num-
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608.01

ber should be requlred to be cancelled See 37 CFR 1 78
and MPEP § 202. 01 '

‘37 CFR 1.52. Languagve, paper wntmg, matgms

~(ay Theapphcanon, anyamendmentsorconecnonsthereto and .

the oath or declaration must be i in the English language except as
provided for in . § 1.69 and pasagraph (d) of this section, or'be

wcompamedbyavenﬁedtranslanonoftheapphcatlonandalranslatlonl ,
ofanyeorrecnonsoramendmemsmtotheEnghshlanguage ‘Allpapers

which are to become apart of the permanent records of the Patent and
Trademark Office mustbelegiblywritten, typed, or pnntedmpermanent
ink or its equivalent in quality. All of the application papers must be
presented in a form having sufficient clarity and contrast between the
paper and the writing, typing, or printing thereon to permit the direct
productionof readilylegible copies inany numberbyuseof photograph-
ic, electrostatic, photo—offset, and microfilming processes. If the papers
are not of the required quality, substitute typewritten or printed papers
of suitable quality may be required.

(b) The application papers (specification, including claims, ab-
stract, oath or declaration, and papers as provided for in §§ 1.42, 1.43,
1.47, etc.) and also papers subsequently filed, must be plainly written on
but one side of the paper. The size of all sheets of paper shouldbe 8to 8

1/2by 10 1/2 to 13 inches (20.3 to 21.6 cm. by 26.6 t0 33.0cm.) A margin

of at least approximately 1 inch (2.5 cm.) must be reserved on the
left—hand of each page. The top of each page of the application,
including claims must have a marginof atleast approximately 3/4 inch (2
em.). The lines must not be crowded too closely together; typewritten
lines should be 1 1/2 or double spaced. The pages of the application
includingclaimsandabstractshouldbe numbered consecutively, starting
with 1, the numbers being centraily located above or preferably, below,
the text.

(c) Anyinterlineation, erasure, cancellation or other alteration of
the application papers filed should be made before the signing of any
accompanying oath or declaration pursuant to § 1.62 referring to those
application papers and should be dated and initialed or signed by the
applicant on the same sheet of paper. Application papers containing
alterations made after the signing of an oath or declaration referring to
those application papers must be supported by a supplemnental oath or
declaration under § 1.67(c). After the signing of the oath or declaration
referringtothe application papers,amendments mayonlybe made inthe
manner provided by §§1.121 and 1.123 through 1.125.

(d) Anapplication may be filed in a language other than English.
Averified English translation of the non —English language application
and the fee set forth in § 1.17(k) are required to be filed with the
application or within such time as may be set by the Office.

37 CFR 1.58. Chemical and mathematical formulas and tables.

(a) The specification, including the claims, may contain chemical
and mathematical formulas, but shall not contain drawings or flow
diagrams. The description portion of the specification may contain
tables; claims may contain tables only if necessary to conform to 35
U.S.C. 112 or if otherwise found to be desirable.

(b) All tables and chemical and mathematical formulas in the
specification, including claims, and amendments thereto, must be on
paper whichiis flexible, strong, white, smooth, nonshiny, and durable, in
order to permit use as camera copy when printing any patent which may
issue. A good grade ofbond paper is acceptable; watermazks should not
beprominent. Indiaink oritsequivalent, orsolid black typewriter should
be used to secure perfoctly black solid lines.
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(c)%fwhmwmaeowngwhenpmﬁng.ﬁwwmof '

fmmuhsaudmhlesuprewnwdslmwbehmwdmﬂywsmj :
i (127cm)soﬂmtntmyappearmamg!emlumnmthcp«mdpment.»“- e
- Hitisnotpossibletolimit the widthof a formulaortabletoSinches (127 -

: cm),1t|sperm|ssibletopresentﬂwformulaormblewnthamnmumt;’ o
width of 10 3/4 inches (27.3 cm.) and to place it sideways on the sheet.
. T}rpewnﬂenchamctersusedmmhfmmulasandtablwnmatbeﬁomag :
,'block(nonscnpt)typefontorlettenngstylsbavmgcaplmlletwmwhwh' S
- areatleast0.08inch (2.1 mm.) high (elite type). Handlettering mustbe -

neat,clean,andhaveamlmmumcharwerhelghtOfOOSmd:(z.l HEL).

- Aspace at least 1/4 mch(64mm.)hxghsbouldbeprov1dedbetmen‘f’. :
complex formulas and tables and the text. ’lhblcsshouldhavethehnesjg; ‘

and colurns of data closely spaced to conserve spaee consistent with
high degree of legiblhty ‘ : )

In order that specnficatlons may be expedltlously
handled by the Office, page numbers should be placed at
the center of the top or bottom of each page. Itis a com-
mon practice and a commendable one, to consecutively
number all the lines or every ﬁfth line of each page. Atop .
margin of at least 3/4 inch should be reserved on each
page to prevent possible mutilation of text when the pa-
pers are punched for insertion in a file wrapper.

Applicants should make every effort to file patent ap-
plications in a form that is clear and reproducible. The
Office may accept for filing date purposes papers of re-
duced quality but will require that acceptable copies be
supplied for further processing. Typed, mimeographed,
xeroprinted, multigraphed or non-smearing carbon
copy forms of reproduction are acceptable.

Legibility includes ability to be photocopied and pho-
tomicrographed so that suitable reprints can be made.
This requires a high contrast, with black lines and a white
background. Gray lines and/or a gray background sharp-
ly reduce photo reproduction quality. Legibility of some
application papers may become impaired due to abra-
sion or aging of the printed material during examination
and ordinary handling of the file. It may be necessary to
require that legible and permanent copies be furnished
at later stages after filing, particularly when preparing
for issue.

Some of the patent application papers reccived by
the Patent and Trademark Office are copies of the origi-
nal, ribbon copy. These are acceptable if, in the opinion
of the Office, they are legible and permanent.

The paper used must have a surface such that amend-
ments may be written thereon in ink. So—called “Easily
Erasable” paper having a special coating so that erasures
can be made more easily may not provide a “permanent”
copy 37 CFR 1.52(a). If a light pressure of an ordinary
(pencil) eraser removes the imprint, the examiner should,
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as soon as- thls becomes evndent notify apphcant by use |
of Form Paragraph 6.32 that it will be necessary for appli-
cantto ordera copy of the specxﬁcatlon and claims to be

made by the Patent and 'Ii'ademark Offlee at the appli-

cant’s expense for mcorporatton inthe file. Itis not nec-

essary to retum thls copy to apphcant for sxgnature
1632 Apphcanon on Easzly Erasable Paper

The application papers are objected to because they are not a

permanenteopyasreqmredby37CFR1 52(a). Referenceismadeto [1}.

Applicant is required either (1) to submit permanent copies of the
identified parts or (2) to order a photocopy of the sbove identified parts
tobemadeby the Patentand Trademark Office at applicant’sexpensefor
incorporation in the file. See MPEP '>§< 608.01.

Examiner Note: ‘
Inthe “bracket” identify, 1) all of the spec:ficatlon, 2)pagesof the
specification; 3) claims; 4) oath, declaration; 5) etc.

See In re Benson, 1959 C.D. 5; 744 O.G. 353. Repro-

ductions prepared by heat—sensitive, hectographic, or

spirit duplication processes are also not satisfactory.

The specification is sometimes in such faulty English
that a new specification is necessary, but new specifica-
tions encumber the record and require additional read-
ing, and hence should not be required or accepted unless
itis clear to the examiner that acceptance of a substitute
specification would facilitate processing of the applica-
tion. See 37 CFR 1.125.

Form Paragraph 7.29 may be used where the disclo-
sure contains informalities.

9 7.29 Disclosure Objected to, Minor Informalities
Thedisclosureisabjected tobecauseof the followinginformalities:
[1] Appropriate correction is required.

Examiner Note:

Use this paragraph to pointout minorinformalities such asspelling
errors, inconsistent terminology, numbering of elements, etc., which
should be corrected. See >form< paragraphs 6.28 to 6.32 for specific
informalities.

The specification does not require a date.

If a newly filed application obviously fails to disclose
an invention with the clarity required by 35 U.S.C. 112,
revision of the application should be required. See
MPEP § 702.01.

As the specification is never returned to applicant
under any circumstances, the applicant should retain a
line for line copy thereof, each line, preferably, having
been consecutively numbered on each page. In amend-
ing, the attorney or the applicant requests insertions,
cancellations, or alterations, giving the page and the line.
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37 CFR 1 52(c) relatmg to mterlmeatwns and other
alterations is strtctly enforeed See In re Swanbeig

© - 129 USPQ 364.

- Form Paragraphs 6 29—6 31 should be used where |
appropnate. I’ , L

96 29 Spectﬁca:zon, Spacing of . Lmes

'I‘hespmngofthehnesofthespemﬁcatxonxssuchutomake

| readingand entry of amendments difficult. New application papersmth ‘
" lines double spaeed on good quahty paper are reqmred .

9 630 Numemus Gra.mmancal Ermrs

The specxﬁcatlon is replete with grammatical and ldlomatlc errors )
too numerous to mention specifically. The speaﬁcatlon sbould be
revised carefully. Ezamples of such errors are: [1].

4§ 6.31 Lengthy Specification, Jumbo Case

The lengthy specification has not been checked to the extent
necessary to determine the -presence of all possible minor estors.
Applicant’s cooperation is requested in correcting any errors of which
applicant may beceme aware in the specification.

Examiner Note:
This paragraph is applicable in so—called “Jumbo cases.”

USE OF METRIC SYSTEM OF MEASUREMENTS
IN PATENT APPLICATIONS

In order to minimize the necessity in the future for
converting dimensions given in the English system of
measurements to the metric system of measurements
when using printed patents as research and prior art
search documents, all patent applicants ** >should<
use ** >the< metric (S.1.) units ** >followed by the
equivalent< English units ** when describing their in-
ventions in the specifications of patent applications. **

The initials S.I. stand for “Systeme International
d’ Unites,” the French name for the International Sys-
tem of Units, a modernized metric system adopted in
1960 by the International General Conference of
Weights and Measures based on precise unit measure-
ments made possible by modern technology.

FILING OF NON-ENGLISH LANGUAGE
APPLICATIONS

37 CFR 1.52. Language, Paper; Writing, Margins.

BBBYGY

(d) AnapplicationmaybefiledinalanguagectherthanEnglish. A
verified English trandation of the non—English language application
and the fee set forth in § 1.17(k) are required to be filed with the
application or within such time as may be set by te Office.
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“The Patent and Trademark Office wnll accord a ﬁlmg .
date to an. apphcatlon meetmg the requlrements of -
35US.C.111>(a),ora provns:onal appl!catlon in accor-’ ‘
dance with 35 US.C. 111(b),< even though some orall
of the: apphcatxon papers, mcludmg the written descrip-.

tion and the claims, is'in a language other than English
and hence does not comply with 37 CFR 1.52.

A verified Enghshtranslatlon of the non—English
language papers, the filing fee, the oath or declaration

>(if necessary)< and fee set forth in 37 CFR 1.17(k)

should either accompany the application papers or be

filed in the Office within the time set by the Office.
A subsequently filed verified English- translation
must contain the complete identifying data for the ap-

plication in order to permit prompt association with the

papers initially filed. Accordingly, it is strongly recom-
mended that the original application papers be accom-
panied by a cover letter and a self—addressed return
postcard, each containing the following identifying data
in English: (a) applicant’s name(s); (b) title of invention;
(c) number of pages of specification, claims, and sheets
of drawings; (d) whether oath or declaration was filed
and (e) amount and manner of paying the filing fee.

The translation must be a literal translation verified
as such by the translator and must be accompanied by a
signed request from the applicant, his or her zttorney or
agent, asking that the verified English translation be
used as the copy for examination purposes in the Office.
If the verified English translation does not conform to id-
iomatic English and United States practice, it should be
accompanied by a preliminary amendment making the
necessary changes without the introduction of new mat-
ter prohibited by 35 U.S.C. 132. In the event the verified
literal translation is not timely filed in the Office, the ap-
plication will be regarded as abandoned.

It should be recognized that this practice is intended
for emergency situations to prevent loss of valuable
rights and should not be routinely used for filing applica-
tions. There are at least two reasons why this should not
be used on a routine basis. First, there are obvious dan-
gers to applicant and the publicif he or she fails to obtain
a correct literal translation. Second, the filing of a large
number of applications under the procedure will create
significant administrative burdens on the Office.

Rev. 1, Sept. 1995
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ILLUSTRATIONS IN THE SPECIFICATION
‘ Graplucal lllustratxons, dxagrammatlc wews, flow-

charts, and dlagrams in the deecnptlve portion of the

specification do not come within the' purview of 37 CFR
1.58(a}, which permits tables and chemical formulas in
the spemﬁcatlon in liew of formal drawmgs The examin-

er should object to such descrlptnve lllustratlons inthe
specnﬁcatlon and request formal drawmgs in accordance -
. with37 CFR 1.81 when an apphcatlon contams graphs in

~ the specnficatlon C

Since the December 7, 1976,, issue: of patents all .
tables and mathematical equatlons and chemical formu-
las, or portions thereof, have been reproduoed for print-
ing by a computer process: developed by the Data Base
Contractor. Those portions of chenmcal formulas which
cannot be reproduced by the process, such as dotted,
curved, broken and wedge—shaped lines, must be drawn.
by hand on the photocomposed page. There are, howev-
er, some chemical structures which cannot be repro-
duced because they are either too complex or involve too
many lines which cannot be generated by the computer
process. The camera copy process, which is used to insert
these types of structures onto the printed patent page, is
both time consuming and costly to the Office. Because of
the reduction factor and failure to comply with the
guidelines set forth in 37 CFR 1.58 (a) and (b), the repro-
duction of these structures is often poor.

Therefore, the specification, including * >any<
claims, may contain chemical formulas and mathemati-
cal equations, but should not contain drawings or flow
diagrams or diagrammatic views of chemical structures.
The description portion of the specification may contain
tables; claims may contain tables only if necessary to
conform to 35 U.S.C. 112.

APPLICATION FILED WITHOUT ALL PAGES
OF SPECIFICATION

Applications filed without all pages of the specifica-
tion are not given a filing date since they are prima facie
incomplete. The filing date is the date on which the
omitted pages are filed. If the oath or declaration for the
application was filed prior to the submission of all pages
of specification,the submission of any omitted pages
must be accompanied by a supplemental oath or declara-
tion referring to the specification originally deposited, as
amended to include the pages criginally omitted. If the
oath or declaration for the application was not filed prior
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. Vf'to thesubmrssxon of the omrtted pages, theoath ordfec!a-k; ‘
. ration,when filed, must include a specific reference to -
. the pages ongmally onutted If any. applrcant belleves'

that the onntted pages: of the appllcatlon are not neces

- saryforan understandmg of the subject matter sought t
- be patented applrcant may pentlon to have the apphca
‘tion: accepted ‘without. the omitted pages. Any petltlo

must be accompamed by the - petition fee (37 CFR:

1. 17(h)) and an. amendment cancelmg from the. spemfi

PARI'S FORM,AND CONTENT OF APPLICATION

cation all mcomplete sentenees and any clarms whlch de- o _':i,

pend upon the omltted pages. for drsclosure and support ‘
and renumbenng the pages present in consecutlve order.
Also, if the oath or declaration for the appllcatlon was .
filed prior to the date of the amendment and petition, -
the amendment must be accompanied by a supplemental S
declaration by the applicant stating that the invention is

adequately disclosed- in, and a desire to rely on, the

application as thus amended for purposes of an ongmal_ o
disclosure and filing date. If the oath or declaration for

the application was not filed prior to the date of the peti-
tion and amendment, the oath or declaration, when
filed, must include a specific reference to the amend-
ment cancelling from the specification all incomplete

sentences and any claims which depend upon the

omitted pages for disclosure and support. The petition
requesting that the application be accepted without the
omitted pages should be directed to the Office of the
Assistant Commissioner for Patents and request re-
lief under 37 CFR 1.182.

APPLICATION FILED >UNDER 35 US.C.
111(a)< WITHOUT AT LEAST ONE CLAIM

35 U.S.C. 111>(a)< requires that an application for
patent should include, inter alia, “a specification as pre-
scribed by section 112 of this title”. Section 112 states
that “The specification shall contain a written descrip-
tion...and...shall conclude with one or more claims...”
Also, the CAFC stated in Litton Systems, Inc. v.
Whirlpool, 221 USPQ 97, 105 (Fed. Cir. 1984) that:

“Both statute, 35 U.S.C. §111, and federal regulations,
37 CFR § 1.51, make clear the requirement that an
application for a patent must include (2) a specification and
claims,...” (emphasis original)

Therefore, >in applications filed under 35 US.C.
111(2),< a claim is clearly a statutory requirement for
according a filing date to an application. 35 U.S.C. 171
makes 35 U.S.C. 112 applicable to design applications.
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608 01(a) An'angement oprplication [R— 1]; .

37 CFR 1.77. Amangement o_f appltcak n elemems L o
N The elements of the apphcauon should appenr in; the follawmg L

order
- (a) Title of the rnvennon, or: an mtroductory portlon statrng the

name, cmzenshlp, and. resldeuce of the apphcant, and the tltle of the - E

invention may be used. -
®) (Reserved) ‘ D
©@0 Cross—reference to related applrcauons, ifany.

(2) Reference to a “microfiche ‘appendix” if any. (See
§1.96(b)). The total number of nncroﬁche and total number of frames ‘
should be specified. ' -

(d) Brief summary of the mvennon

(e) Brief description of the several views ofthe drawmg, rf there
are drawings.

() Detailed descnpnon

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaration.

() Drawings.

NOTE

Design patent specification, MPEP § 1503.01.

Plant patent specification, MPEP § 1605.

Reissue patent specification, MPEP § 1411.

The following order of arrangement is preferable in
framing the >nonprovisional< specification and, except
for the title of the invention, each of the lettered items
should be preceded by the headings indicated. >1t is rec-
ommended that provisional applications follow the same
general format, although claims are not required. <

(a) Title of the Invention.
(b) Cross—References to Related Applications (if
any).
(c) Background of the Invention.
1. Field of the Invention.
2. Description of the related art including infor-
mation disclosed under 37 CFR 1.97and 1.98.

Rev. 1, Sept. 1995
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Ano 35 USC. 162 requu‘esthespemﬁmtronm aplant -~
- patent apphcatmn to contain a claim, Thus, >with the - =
' "'exeeptron -of provrsronal applwatmns filed under
; S_U S. C. 111(b),< any applzcat:on filed thhout at le ] _‘ t
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(d) Summary of the Inventlon.

(¢) Brief Descnptron of the Drawings.

(f) -Description of the Preferred Embodlment(s)

(g) Claim(s).

(h) ‘Abstract of the Drsclosure

Apphcant (typlcally a pro se) may be advised of the

proper arrangement by using Form Paragraph 6.01 or
6. 02

9 6. 01 Amangemem of Speaﬁcauon
Thefollowingguidelinesiliustrate thepreferred layout andcontent

for patent applications. These guidelines are suggested for the appli- .

cant’s use.
Arr‘angement of the Speciﬁcation

The following order or arrangement is preferred in framing the
specificationand, except for the title of the invention, each of the lettered
items should be preceded by the headings indicated below:

(a) Title of the Invention.
(b) Cross—References to Refated Applications (if any).
(c) Statement as to rights to inventions made under Federally—
sponsored research and development (if any).
(d) Background of the Invention.
1. Field of the Invention.
2. Description of Related Art including information disclosed
under 37 CFR ** 1,97 and 1.98.
(e) Summary of the Invention.
(f) Brief Description of the Drawing>(s)<.
() Description of the Preferred Embodiment(s).
(h) Claim(s).
(i) Abstract of the Disclosure.

Examiner Note:
In this paragraph an introductory sentence will be necessary.
This paragraph intended primarily for use in Pro Se applications.

§ 6.02 Content of Specification
Content of Specification

(a) Title of the Invention, (See 37 CFR * 1.72(a)). The title of the
inventionshouldbe placed at thetop of the first page of the specification.
It should be brief but technically accurate and descriptive, preferably
from two to seven words.

(b) Cross—References to Related Applications: See 37 CEFR
1.78 and >MPEP< §201.11 *.

(c) Statement as to rights to inventions made under Federally
sponsored research and development (if any): See >MPEP< § 310 *.

(d) Background of the Invention: The specification should set
forth the Background of the Invention in two parts:

(1) Field ofthe Invention: A statement of the field of art to which
theinvention pertains. Thisstatement mayinclude a paraphrasing of the
applicable U.S. patent classification definitions or the subject matter of
the claimed invention. This item may also be titled “Technical Field.”

(2) Description of the Related Art: A description of the related
art known to the applicant and including, if applicable, references to
specific ® related >art< and problemsinvolved in the priorart which are

Rev. 1, Sept. 1995
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solvedbytlwnpplwant’smveuﬂon Thwmemmayalsobemled
“Background Art”. .

(e) Summary>of the Invenuon<.A brief summary or general
statementof the inveition as set forthin 37 CFR * 1.73. 'Ibesunmaryls ‘
sepamteanddrsunctﬂomtbeabstraamdmdrrectedmwdthe
invention rather than the disclosure asa wholé. . The summary maypoint
outthe; advantagesof the invention of howntsolves problems previously
existent in the prior ast (and preferably indicated in the Background of
the Invention). Inchemrealeasesrtshouldpomtontmgenemltermsthe
utilityof the invention. If possible, thenatureandg;stoﬂhemvenuonor
theinventiveconceptshouldbesetforth. Objectsofthe invention should

 be treated briefly and only to the extent that they eontnbute to an

understanding of the invention.

(f) Brief Description of the memg(s) Arefesence to and brief
description of the drawings(s) as set forth in 37 CFR * 1.74.

. (g) Descriptionofthe Preferred Embodiment(s): A description of
the preferred embodiment(s) of the invention as required in 37 CFR
* 1.71. Thie description should be as short and specific asis necessary to
describe the invention adequately and accurately. Thisitem may alsobe
titled “Best Mode for Carrying Out the Invention.” Where elements or
groups of elements, compounds, and processes, which are conventional
and generally widely known in the field of the invention described and
theirexactnature or typeisnot iecessary for anunderstanding anduse of
the invention by a person skilled in the art, they should not be described
in detail. However, where particularly complicated subject maiter is
involved or where the elements, compounds, or processes may not be
commonly or widely known in the field, the *>specification< should
refer to another patent or readily available publication which adequately
describes the subject matter.

(h) Claim(s): (See 37 CFR 1.75) A claim may be typed with the
various elements subdivided in paragraph form. There may be plural
indentations to further segregate subcombinations or related steps.

(i) Abstract>of the Disclosure<: A brief narrative of the disclo-
sure as a whole in a single paragraph of 250 words or less.

Examiner Note:
In this paragraph an introductory sentence will be necessary.
This paragraph is intended primarily for use in Pro Se applications.
See also “prose” form paragraphs in Chapter 1700 of the Manual of
Patent Examining Form Paragraphs.

608.01(b) Abstract of the Disclesure

37 CFR 1.72 Titie and abstract.

BeBEE

(b) Abriefabstractof the technical disclosure in the specification
must be set forth on a separate sheet, preferably following the claims
under the heading Abstract of the Disclosure . The purpose of the
abstract is to enable the Patent and Trademark Office and the public
generally to determine quickly from a cursory inspection the nature and
gist of the technical disclosure. The abstract shall not be used for
interpreting the scope of the claims.

In all cases which lack an abstract, the examiner in the
first Office action should require the submission of an
abstract directed io the technical disclosure in the speci-
fication. See Form Paragraph 6.12 (below). Applicants

600 — 42



,‘mayuseelther Abstra‘ or;AbstraetoftheDlselosure
: 7‘enah!ethereaderthereofre“‘f[_

iasaheadmg D
. IHthe abstraet conts

3;’PAR1‘S FORM AND CQN’I'EN'I‘ OF APPLICATION
5 in theappheatron does not"' /

 Since the abstract of the dlsclosure has:been rnterpretedf - :’ E

of farmlranty wnth patent de

“tobea part ofthe speclﬁcatron for the | purpose of com- - 7 R 1.72(b).
pliance with paragraph 1of 35U.S. C.112 (In reArmbms- SR SERS
ter, 512 F2d 676,185 USPQ 152 (CCPA 1975)), itwould .~~~
ordmanly be preferable that the apphcant make the nec-'; R

essary changes to the abstract to bring it into eomphance

with the guldelmes See Form Paragraphs 6. 13 6 16 (be _

low).
Responses to such’ actlons requmng elther a new
abstract or amendment to bring the abstract into com-

pliance with the guidelines should be treated under -

37 CFR 1.111(b) practice like any other formal matter.
Any submission of a new abstract or amendment to an

existing abstract should be carefully reviewed for

introduction of new matter, 35 US.C. 132, MPEP
§ 608.04.

Upon passing the case to issue, the examiner should
see that the abstract is an adequate and clear statement

of the contents of the disclosure and generally in line

with the guidelines. The abstract shall be changed by

the examiner’s amendment in those instances where

deemed necessary. This authority and responsibility of
the examiner shall not be abridged by the desirability of
having the applicant make the necessary corrections.
For example, if the application is otherwise in condition
for allowance except that the abstract does not comply
with the guidelines, the examiner generally should make
any necessary revisions by examiner’s amendment rather
than issuing an Ex parte Quayle action requiring appli-
cant to make the necessary revisions.

Under current practice, in all instances where the ap-
plication contains an abstract when sent to issue, the ab-
stract will be printed on the patent.

GUIDELINES FOR THE PREPARATION OF
PATENT ABSTRACTS

Background

The Rules of Practice in Patent Cases require that
each application for patent include an abstract of the dis-
closure, 37 CFR 1.72(b).

cal drsclosure of the patent and should mcludethat whlchf!{ 5

-~ isnew in the art to which the invention pertams._ S
, e entire techmcal R
: :dlsclosure may be new in the art, and the abstract should SRR
be tent is in the nature ot‘ an lmprovement inoldappara-

* tus, process, product, or composition, the .abstract
- should include the technical drsclosure of the nnprove- N

~ment. e

In certain patents, partlcularly those t'or eompounds L LT

I the patent is of a basrc nature,

and compositions, wherein the process for making and/

or the use thereof are not obvrous, the abstract should set B
~ forth a process for making and/or a use thereof. -

~ If the new technical disclosure involves modrﬁcatrons
or alternatives, the abstract should mentlon by way of ex-

“ample the preferred modification or alternative.

The abstract should not refer to purported merits or -
speculative applications of the invention and should not
compare the invention with the prior art. a

Where applicable, the abstract should include the fol-
lowing: (1) if a machine or apparatus, its organization -
and operation; (2) if an article, its method of making; (3)
if a chemical compound, its identity and use; (4) if a mix-
ture, its ingredients; (5) if a process, the steps. Extensive
mechanical and design details of apparatus should not be
given.

With regard particularly to ehermcal patents, for
compounds or compasitions, the general nature of the
compound or composition should be given as well as the
use thereof; e.g., “The compounds are of the class of al-
kyl benzene sulfonyl ureas, useful as oral anti—diabet-
ics.” Exemplification of a species could be illustrative of
members of the class. For processes, the type reaction,
reagents and process conditions should be stated, gener-
ally illustrated by a single example unless variations are
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MANUAL OF PATENT EXAMINING PROCEDURE

608.01 (b) .
Language and Fonnat

The abstract should be in narratwe form and general- :
ly lumted toa smgle paragraph wnthm the s range of S0to
250 words. The abstract should not exceed 25 lines.of
text. Abstracts: exceeding 25 lines of text should be
checked to see that it does not exceed 250 words in length -
since the space provxded for the abstract on the comput- o
ertape by the printer is limited. If the abstract cannotbe
placed on the computer tape because of its excesswe -

length, the: application will be returned to the examiner
for preparation of a shorter abstract. The form and legal

phraseology  often used in patent claims, such as

“means” and “said” shouldv be avoided. The abstract
should sufficiently déscribe the disclosure to assist read-
ers in deciding whether there is a need for consultmg the
full patent text for details.

The language should be clear and concise and should
not repeat information given in the title. It should avoid
using phrases which can be implied, such as, “This dis-
closure concerns,” “The disclosure defined by this inven-
tion,” “This disclosure describes,” etc.

Responsibility

Preparation of the abstract is the responsibility of the
applicant. Background knowledge of the art and an ap-
preciation of the applicant’s contribution to the art are
most important in the preparation of the abstract. The
review of the abstract, for compliance with these guide-
lines, with any necessary editing and revision on allow-

ance of the application is the responsibility of the ex-
aminer.

Sample Abstracts

(1) A heart valve which has an annuiar valve body defining an
orifice anda plurality of siruts forminga pair of cageson opposite sidesof
the orifice. A spherical closure member iscaptively held within the cages
and is moved by blood flow between open and closed positions in check
valve fashion. A slightleak orbackflowisprovided inthe closed position
by making the orifice slightly larger than the closure member. Bloodfiow
is maximized in the open position of the valve by providing an inwardly
convexcontouron the orifice ~defining surfaces of the body. Anannular
tib is formed in a channel around the periphery of the valve body to
anchor a suture ring used to secure the valve within a heart.

(2) A method for sealing whereby heat is applied to seal,
overlapping closure panels of a folding box made from papetboard
having an extremely thin coating of moisture—proofing thermoplastic
material on oppasite surfaces. Heated airis directed at the surfacestobe
bonded, the temperature of the air at the point of impact on the surfaces
being above the char point of the board. The duration of application of

Rev. 1, Sept. 1995

e "heatmmadesobnef byacotmpondinghi@m&eofadmofﬂw AT

e boxcsthmughthemmam,matﬂwmﬂmmﬂwmmﬁdeoﬂhe%} e
"panelsmnmmmbstanm!lynon-mcky Thebondisformedimmediate- - -

- Iyafterheatingwithin apemdofumeforanyonewrfncepoxmmsthm

the total time of exposure to heated air of that point. - Under such

. conditions the heat ‘applied. to soften the ‘thermoplastic coating is -

dmslpawd after completion of the bond by absorption into the boardv )

‘acungasabeatmnkmthoutﬂwneedformohngdevxces.

(3) Amldesueproducedbyreacnnganesterofacarbmyhcwd}si':' o
; 'wuhanamme,usmgascamlystana!kondeofanalkahmetal Theesteris
: ,,ﬁrstheatedtoatleasﬂs °C. underapmureofnomoretlmnSOOmm of

mercury to Temove moisture and acid gases which would prevent the A

' reaction, and then converted to an amlde thhout heatmg to mmate the

reaction.

% 6.12 Abstract Missing (Background) .
This application does not contain an abstract of the disclosure as
requiredby 37 CFR 1.72(b). Anabstractonaseparate sheetissequired.

Examiner Note: ; ‘ '
For pro se applicant consider form paragraphs 6.14 — 6.16.

9 6.13 Abstract Objected to: Minor Informalities
Theabstractof the disclosure isobjected tobecause[1]. Correction
is required. See MPEP 608.01(b).

Exsminer Note:

In bracket 1, indicate the mfonnahues that should be corrected.
Use this paragraph for minor informalities such as the inclusion of legal
phraseology, undue fength, etc.

9 6.14 Abstract of the Disclosure: Content

Applicant is reminded of the proper content of an abstract of the
disclosure.

A patent abstract is a concise statement of the technical disclosure
of the patent and should include that whichis new in the art to which the
invention pertains. If the patent iz of a basic pature, the entire technical
disclosure may be new in the art, and the abstract should be directed to
the entire disclosure. If the patentis in the nature of an improvementin
an old apparatus, process, product or composition, the abstract should
include the technical disclosure of the improvement. In certain patents,
particularlythose for compounds andcompasitions, wherein the process
formaking and/orthe use thereof are not cbvious, the abstractshould set
forth a process for making andfor use thereof. I the new technical
disclosure involves modifications or alternatives, the abstract should
mention by way of example the preferred modification or alternative.

The abstract should not refer to purported merits or speculative
applications of the invention and should not compare the invention with
the prior art.

Where applicable, the abstract shouldinclude the following: (1) ifa
machine or apparatus, itsorganization and operation; (2) if an asticle, its
method of making; (3) if a chemical compound, its identity and use; (4) if
a wmixture, its ingredients; {5) if a process, the steps. Extensive
wmechanical and design details of spperatus should not be given.
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9 &15 AhmuctoftheDcscIaswe, Chemzcal Casas i
Applicant is

disclosure.

the content of me abstract i is requlred on a séparate sheet.:

9 616 Abstmct of the Dzscloswe, Language

Apglicant is reminded of the proper language and format of an -

abstract of the disclosure.

The abstract should be in narrative form and generally limited to a
single paragraph on a separate sheet within the range of S0 to 250 words.
1tisimportant that the abstract not exceed 250 wordsin length since the
space provided for the abstract on the computer tape used by the printer

is limited. The form and legal phraseology often used in patent claims,

such as “means” and “said”, shouid be avoided. The abstract should
describe the disclosure sufficiently to assist readers in deciding whether
there is a need for consulting the full patent text for details.

The language should be clear and concise and should not repeat
information given in the title. It should avoid using phrases which can be
implicd, such as, “The disdosure concerns,” “The disclosure defined by this
invention,” “The disclosure describes,” efc

Examiner Note:
See also paragraph 6.14.

608.01(c) Background of the Invention

The Background of the Invention ordinarily com-
prises two parts:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This statement
may include a paraphrasing of the applicable U.S. patent
classification definitions. The statement should be di-
rected to the subject matter of the claimed invention.

(2) Description of the related art including infor-
mation disclosed under 37 CFR 1.97 and 1.98: A para-
graph(s) describing to the extent practical the state of the
prior art or other information disclosed known to the
applicant, including references to specific prior art or
other information where appropriate.Where applicable,
the problems involved in the prior art or other informa-
tion disclosed which are solved by the applicant’s
in-vention should be indicated. Sece also MPEP
§ 608.01(a),§ 608.0L(p)and§ 707.05(b).
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s remmded of the proper content of an abstraet ot‘ the

In’ chemxeal patent abstmcts, oompounds or composmens, the., o
general nature of the compound or composition should be givenaswell < - reelted should be. that of the mventmn as claimed. -
asitsuse,e.g., “I‘hecompoundsareoftheclassofalkylbenzenesulfouyl' -
ureas, useful as oral anti—diabetics.” Exemphﬁcauonof aspecleseould o S
be illustrative ofmembersofthe class. For] processes, thetype reaction, -
reagentsand processeondmonsshouldbestated, generallynllustratedhy o
a single example unless variations are necessary. Complete s revision of o

Smce the purpose of the bnef summaxy of mventlon  '7 B
isto appnse the. pubhc, and more especmlly those inter- -
ested in the partlcular art to whlch the uwentlon relates,

of the nature of the mventlon, the summary ‘should be

directed to the specxﬁc mventlon being claimed, in.con- - N
tradistinction to mere. generahtles which would beequal- -
ly applicable to numerous precedmg patents. That is, the
subject matter of the invention should be described in

one or more clear, concise sentences or paragraphs. Ster-

eotyped general statements that would fit one case as

well as another serve no useful purpbse and may well be
required to be cancelled as surplusage, and, in the ab-
sence of any illuminating statement, replaced by state-
ments that are directly in point as apphcable exclusively
to the case in hand.

The brief summary, if properly written to set out the
exact nature, operation, and purpose of the invention,
will be of material assistance in aiding ready understand-
ing of the patent in future searches. ** The brief summa-
1y should be more than a mere statement of the objects of
the invention, which statement is also permrssnble under
37CFR1.73.

The brief summary of invention should be consistent
with the subject matter of the claims. Note final review of
application and preparation for issue, MPEP § 1302.

608.01(e) Reservation Clauses Not Permiited

37 CFR 1.79. Reservation clauses not permitied.

A reservation for a future application of subject matter disclosed
but not claimed in a pending application will not be permitted in the
pending application, but an application disclosing unclaimed subject
matter may contain a reference to a later filed application of the same
applicant or owned by a common assignee disclosing and claiming that
subject matter.

608.01(f) Brief Description of Drawings

37 CFR 1.74. Reference to drawings.

When there are drawings, there shall be a brief description of the
several views of the drawings and the detsiled description of the
invention shall refer to the different views by specifying the numbers of
the figures, and to the different parts by use of reference letiers or
numerals (preferably the latter).
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608 01(3)

elsewhere in the specrﬁcatron See also, MPEP § 608.02.

The examiner should see toit that the figures are cor-
rectly described in the brief description of the drawing,
that all section lines used are referred to, and that all
needed section lines are used.

“The specification must contain or be amended to
contain proper reference to the existence of drawings ex-
ecuted in color as required by 37 CFR 1.84.

37 CFR 1.84. Standards for drawings.
(2) Drawings. There are two acceptable categories for presenting

drawings in utility patent applications:

(1) Blackink. Black and white drawings are nommally required
India ink, orits equivalent that secures solid black lines, must be used for
drawings, or

(2) Color. On rare oceasions, color drawing may be necessary as
the only practical medium by which to disclose the subject matter sought
to be patented in a utility patent application or the subject matter of a
statufory invention registration. The Patent and Trademark Office will
accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
parageaph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The appropriate fee set forth in § 1.17(h);

(ii) Three (3) sets of color drawings; and

(iii) The specification mustcontain the following language asthe
first paragraph in that portion of the specification relating to the bricf
description of the drawing:

“The file of this patent contains at least one drawing executed in
color: Copies of this patent with color drawing(s) will be provided by the
Patent and Trademark Office upon request and payment of the necessary
fee”

Ifthe languageis notin the specification, a proposed amendment
to insert the language must accompany the petition.

608.01(g) Detailed Description of Invention

A detailed description of the invention and drawings
follows the general statement of invention and brief de-
scription of the drawings. This detailed description, re-
quired by 37 CFR 1.71, MPEP § 608.01, must be in such
particularity as to enable any person skilled in the perti-

Rev. 1, Sept. 1995
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: Apphcatron Branch wnll rev1ew the specrficatlon, in- : ’ nent art or scrence to make and use the mventron wrthout'

cluding the bnef descrrptlon, pnor to. assrgmng a f:ilmg .
date to the applrcatron to ensure that all figures of draw-
ings descnbed in the specrﬁcatlon are present If the,-_f‘_f,‘
specrﬁcatlon descnbes a figure which is not present in -
‘the drawings,. Apphcatron Branch will mail ‘a° “Notice of
lncomplete Apphcauon (form PTO—1123), MPEP
§ 601.01, stating that the filing date of the application - -
will be the'date of recerpt of the omitted fi igures, There--

fore, it is- unportant that all ﬁgures of drawmgs be COr-

rectly labelled and described in the brief descriptionand

- involving extensive experimentation. An applicantisor- -
. dinarily permitted to use his or het own termnwlogy, s
. long das’it can be understood Necessary grammatrcal,
_correctrons, however, should be requrred by the examin-~ -
* " er;but it must be remembered that an examinationisnot ©
©made for the purpose of secunng grammatlcal perfec-i: L
tion, . e SO
The reference characters must be properly apphed Foeo
" no single reference character bemg used for two differ-
ent parts or for a given part and a modification of such .~
part. In the latter case; the reference character apphed i

to the given part, with a prime afﬁxed ‘may advanta- |
geously be applied to the modrﬁcatron ‘Bvery feature

specified in the claims must be: ﬂlustrated ‘but there_ :
- should be no superfluous 1llustratrons

The descrrptron is a dlctlonary for the clarms and_. |

should provide clear support or antecedent basrs forall -

terms used in the. claims. See 37 CFR 1.75, MPEP
§ 608.01(i), § 608.01(0), and § 1302.01. '
NOTE. — Completeness, MPEP § 608. 01(p)

USE OF SYMBOL “Phi” IN PATENT
APPLICATION

The Greek letter “Phi” has long been used as a sym-
bol in equations in all technical disciplines. It further has
special uses which include the indication of an electrical
phase or clocking signal as well as an angular measure-
ment. The recognized symbols for the upper and lower
case Greek Phi characters, however, do not appear on
most typewriters. This apparently has led to the use of a
symbol composed by first striking a zero key and then
backspacing and striking the “cancel” or “slash” key to
result in, an approximation of accepted symbols for the
Greek character Phi. In other instances, the symbol is
composed using the upper or lower case letter “O” with
the “cancel” or “slash” superimposed thereon by back-
spacing, or it is simply handwritten in a variety of styles.
These expedients result in confusion because of the vari-
ety of type sizes and styles available on modern type-
writers.

In recent years, the growth of data processing has
seen the increasing use of this symbol (“O”) as the stan-
dard representation of zero. The “slashed” or “can-
celled” zero is used to indicate zero and avoid confusion
with the upper case letter “O” in both text and drawings.

Thus, when the symbol “@” in one of its many varia-
tions, as discussed above, appears in patent applications
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bemg prepared for prmtmg, confuslon as to the mtended :
meaning of the symbol arises. Those (such as exammers,
attorneys, and appllcants) workmg in the art can usually -
~ determine the intended meaning of this symbol because
of their knowledge of the ‘subject matter mvolved but. ‘
. time of filing the appheatlon is not disclosed, such defect

editors preparing these appllcatxons for prmtmg have no

such speclahzed knowledge and confusion arises as to . -
which symbol to print, The result -at the very least is -
delay until the mtended meanmg of the symbol can be as-»‘

certained.

Since the Ofﬁce does not have the resources to con-

duct a technical editorial review of each application be-
fore printing, and in order to eliminate the problem of
printing delays associated with the usage of these sym-

bols, any question about the intended symbol will be re-
solved by the editorial staff of the Office of Publications
by printing the symbol @& whenever that symbol is used _

by the applicant. Any Certificate of Correction necessi-
tated by the above practice will be at the patentee’s ex-
pense (37 CFR 1.323) because the intended symbol was
not accurately presented by the Greek upper or lower
case Phi letters (@,0) in the patent application.

608.01(h) Mode of Operation of Invention
[R-1]

The best mode contemplated by the inventor of car-
rying out his or her invention must be set forth in the
description. see 35 U.S.C. 112. There is no statutory
requirement for the disclosure of a specific example. A
patent specification is not intended nor required to be
a production specification, In re Gay, 309 F2d 768,
135 USPQ 311 (CCPA 1962). The absence of a specific
working example is not necessarily evidence that the
best mode has not been disclosed, nor is the presence
of one evidence that it has, In re Honn, 364 F2d 454,
150 USPQ, 652 (CCPA 1966). In determining the ade-
quacy of a best mode disclosure, only evidence of con-
cealment (accidental or intentional) is to be consid-
ered. That evidence must tend to show that the quality
of an applicant’s best mode disclosure is so poor as to
effectively result in concealment; In re Sherwood,
204 USPQ 537 (CCPA 1980).

The question of whether an inventor has or has not
disclosed what he or she feels is his or her best mode is a
question separate and distinct from the question of suffi-
ciency of the disclosure, in re Gay, 135 USPQ 311 (CCPA
1962); In re Glass, 181 USPQ 31 (CCPA 1974). See
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I the best mode. contemplated by the inventor at the .

cannot be cured by submlttmg an amendment seeklng to

. putinto the speclﬁcatlon somethmg requu'ed tobethere - - :
- when the apphcatlon was: ongmally filed, In re Hay, ST
. 534 F2d 917, 189 USPQ 790 (CCPA 1976). Any pro- - .-

posed amendment of this type should be treated asmew

‘ matter

Patents have been held mvalld in cases where the pat-
enteedldnotdnsclosethebestnwdeknmntohlmSee _
Htck—Reedy Comp.. v. H)dm—Lme Manufactwmg Co.,
351 F2d 546, 146 USPQ 694 (CA 7 1965), cert demed, 383 .

' US. 958, 148 USPQ 771 (1966); Indiana General Corp. v.
Kiystinel Corp., 297 F. Supp. 427161 USPQ 82 (SDN.Y.

1969), affirmed, 421 F2d 1033, 164 USPQ 321 (CA 2 1970);
Dale Electronics, Inc. v. RC.L. Electmmcs, Inc., 488 F2d
382, 180 USPQ 235 (CA 1 1973); Union Carbide Corp. v.
Borg—Wamer Corp., 550 E2d 355, 193 USPQ 1 (CA 6

1977); Reynolds Metals Co. v. Acom Building Components
Inc., 548 F.2d 155, 163, 192 USPQ 737 (CA 6 1977).

NOTE. — Completeness, >see< MPEP § 608.01(p)
>and§ 2165to§ 2165.04<.

608.01(i) Claims [R~1]

>37 CFR 1.75. Claims<

(a) The specification must conclude with a claim particularly
pointing out and distincily claiming the subject matter which the
applicant regards as his invention or discovery.

(b) More than one daim may be presented provided they differ

(c) One or more claims may be presented in dependent form,
referring back to and further limiting another claim or claims in the same
application. Any dependent cleim which refers to more than one other
claim(“multiple dependent claim” )shalirefertosuchotherclzsimsinthe
alternative only. Amultiple dependent claimshall not serve asa basis for
any other muitiple dependent claim. For fee calculation purposes under
§ 1.16, a multiple dependent claim will be considered to be that number
of claims to which direct reference is made therein. For fee calculation
purposes, also, anyclaimdependingfromamultiple dependentclaimwill
be considered to be that number of claims to which direct reference is
made in that multiple dependent clzim. In addition to the other filing
fees, anyoriginal applicationwhichisfiled with, orisamendedtoinciude,
multiple dependent claims must bave paid therein the fee set forth in
§ 1.16(d). Claims in dependent form shall be constrved toinclude all the
limitations of the claim incorporated by reference into the dependent
claim. A multiple dependent claim shall be construed to incorporate by
reference all the limitations of each of the pasticeler claims in relation to
which it is being considered.
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608. 010)

- (@)1) The elaim or c!mms must conform o the mventwn as det g

ascertainable by reference to the descnptlon (See § 1.58(a) )

application. -

©) Wherevthenatureoftheeaseadnms,asmthecaseofan )

improvement, any independent claim should contain in the following

order, (1) a preamble .comprising a general descnptlon of all’ the.
elements o steps oftheclmmedeombmatronwhlchareeonventmnal or.

known, (2) aphrase such as “whereinthe improvement comprises,” and

(3) those elements, steps and/or relationships which constitute that

portion of theclarmedeombmaﬂonwhlch the applxcant consldersasthe
new or improved portion. o

(4] Ifthereareseveralclauns,theyshallbenumberedconsecutrve-' :

ly in Arabic numerals. -
(&) Al dependent claims should be grouped together with the
claim or claims to which they refer to the extent possible.

NOTE

Numbering of Claims, MPEP § 608.01(j).
Form of Claims, MPEP § 608.01(m).
Dependent claims, MPEP § 608.01(n).
Examination of claims, MPEP § 706.
Claims in excess of feec, MPEP § 714.10.

608.01(j) Numbering of Claims [R—1]

37 CFR 1.126.Numbering of claims.

The original numbering of the claims must be preserved through-
out the prosecution. When claims are canceled the remaining claims
must not be renumbered. When claims are added, except when
presented in accordance with § 1.121(b), they must be numbered by the
applicant cansecutively beginning with the number next following the
highest numbered claim previously presented (whether entered or not).
When the application is ready for allowance, the examiner, if necessary,
will renumber the claims consecutively in the order in which they appear
or in such order as may have been requested by applicant.

In a single claim case, the claim is not numbered.
Form Paragraph 6.17 may be used to notify applicant.

9 6.17 Numbering of Claims, 37 CFR 1.126

The numbering of claims is not in accordance with 37 CFR 1.126.
The original numbering of the claims must be preserved throughout the
prosecution, When claims are canceled, the remaining claims must not
be renumbered. When claims are added, except when presented in
accordancewith 37CFR * 1.121(b), theymustbe numbered consecutive-
lybeginningwith thenumber next followingthe highestnumberedclaims
previously presented (whether entered or not).

Misnumbered claims [1] have been renumbered [2], respectively.

608.01(k) Statutery Requirement of Claims

35 U.S.C. 112 requires that the applicant shall partic-
ularly point out and distinctly claim the subject matter

Rev. 1, Sept. 1995

- Where subject matter notshownin the drawmg or de—
scnbed in the descrlptlon is claimed in the case as filed,
and such original claim itself constitutes a ‘clear disclo-
sure of this subject matter, then the claim should be

treated on its merits, and requn'ement made to amend -

the drawing and description to show this subject matter.
The claim should not be attacked either by objection or
rejection because this subject matter is lacking in the
drawing and description. It is the drawing and descnp-
tion that are defective; not the claim.

It is, of course, to be understood that this disclosure
in the claim must be sufficiently specific and detailed to
support the necessary amendment of the drawing and
description. '

608.01(m) Form of Claims [R~1]}

While there is no set statutory form for claims, the
present Office practice is to insist that each claim must
be the object of a sentence starting with “I (or we)
claim”, “The invention claimed is” (or the equivalent).
If, at the time of allowance, the quoted terminology is
not present, it is inserted by the clerk. Each claim begins
with a capital letter and ends with a period. Periods may
not be used elsewhere in the claims except for abbrevia-
tions. >See Fressola v. Manbeck, (D.D.C. 1995).<
A claim may be typed with the various elements subdi-
vided in paragraph form.

There may be plural indentations to further segre-
gate subcombinations or related steps. In general, the
printed patent copies will follow the format used but
printing difficulties or expense may prevent the duplica-
tion of unduly complex claim formats.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may be
used in conjunction with the recitation of the same ele-
ment or group of elements in the claims. The reference
characters, however, should be enclosed within paren-
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_ 7;‘whlchheersheregardsashlsorhermventxon.Thepor-f"; |
forth in the remainder of the specification and the terms and phrases :

_ mdmmedmmmmﬁ“dms“mnmm ot basis in the __;tlonofthe applxcauonmwhxchheorshedoesthrsformy -

* description so that the meaning of the terms in. the claims’ may be ';i“v::-vvthe claim or clalms This is an lmportant part of the ap- : -
o phcatlon, as 1t_1s'= he'deﬁmuon of that for whlch protec- L

() See§§1 141001 146astoclamungdxffercntmvenuonsmone "tron ls granted T

608 01(1) Original Claims

~In estabhshmg a dlsclosure, apphcant may rely not’ |
7 nly on the descrlptlon and drawing as filed but also on .
the original claims if their content justifies . o




* PARTS, FORM, AND CONTENT 0F~APPLICAﬁON :
theses so as to avoid confusion with other pumbers or

characters whlch may appear in the claims. The use of
reference characters istobe consldered as having no ef-

fect on the scope of the claims.

Many of the difficulties encountered i in the prosecu-
tion of patent applications after final rejection may be
alleviated if each applicant mcludes, at the time of filing
or no later than the first response, claims varying from
the broadest to which he or she believes he or she is en-
titled to the most detailed that he or she is willing to ac-
cept.

scope so that the first claim presented is the broadest.
Where separate species are claimed, the claims of like
species should be grouped together where possible and
physically separated by drawing a line between claims or
groups of claims. (Both of these provisions may not be
practical or possible where several species claims depend
from the same generic claim.) Similarly, product and
process claims should be separately grouped. Such ar-
rangements are for the purpose of facilitating classifica-
tion and examination.

The form of claim required in 37 CFR 1.75(e) is par-
ticulasly adapted for the description of improvement—
type inventions. It is to be considered a combination
claim. The preamble of this form of claim is considered
to positively and clearly include all the elements or steps
recited therein as a part of the claimed combination.

For rejections not based on prior art, sce MPEP
§ 706.03.

>Amendments to the claims must be in compliance
with 37 CFR 1.121. Form paragraphs 6.33 and 6.34 may
be used to inform applicant of non—entry of amend-
ments o the claims.

Y 6.33 Amendment to the Claims, 37 CFR 1.121
The amendment to the claims has not been entered because it
requests the addition of more than 5 wordsin any one claim. See 37 CFR
1.121(c) below:
(c) A particular claim may be amended in the manner
indicated for the application in paragraph (a) of this section to
the extent of carrections in spelling, punctuation, and typo-
graphical errors. Additional amendments in this manner will be
admitted provided the changes are limited to (1) deletions
and/or (2) the addition of no more than five words in any one
claim. Any amendments submitted with instructions to amend
particular claims but failing to conform to the provisions of
paragraphs (b) and (c) of this seclion may be considered
nonresponsive and treated accordingly.
The amendment to the claims should be made in accordance with
37 CFR 1.121(b) which states:
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Claims should preferably be arranged in order of

- (b) Emptasmherwmpmwdcdhcrem,apamcularchm
.. maybeamendedonlybydirections to cancel orby rewritingsuch
claim with underlining below the word or words added and
brackets around the word or words deleted. The rewriting of a
rclmmmthmformwnllbeconstruedasdnrecnngmeemcellauon
- 'of the original claim; however, the original claim number
uowedhytheparenmencalwmd“amended”mustbemedfor
the rewritten claim. Ifa previcusly rewritten claim is rewritten,
vaderlining and bracketing will be applied in reference to the
previously rewritten claim with the parenthetical expression
“twice amended”, “three times amended etc., fol!awmg the
original claim number. n -
Applicant isgivena ONE MONTH TIME LIMIT from the

date of this letter, or until the expiration of the period for re-

_sponse set in the last office action, whichever is longer, to com-

plete the response. NO EXTENSION OF THIS TIME LIMIT
MAY BEGRANTED UNDER EITHER 37CFR 1.136(a) OR
(b), buttheperiodforresponsesetinthelastOfficeactionmaybe
extended up to a maximum of SIX MONTHS

9 6.3¢ Amendment to the Claims, Brackets or Underlining
Cannot be Used

The claims of this application contain underlining or brackets that
are intended to appear in the printed patent or are properly part of the
claimed material. The brackets or underlining are not intended to
indicate amendments or changesin the claims. Under these conditions,
proposed amendments to the claims may not be made by underlining
words added or by bracketing words that are tobe deleted. Accordingly,
the proposed amendments to the claims have not been entered. See 37
CFR 1.121(d).

Applicantisgivena ONEMONTH TIMELIMIT from the
date of this letter, or until the expiration of the period for re-
sponse set in the last office action, whichever is longer, to com-
plete the response. NOEXTENSION OF THIS TIMELIMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1.136(a)
OR (b),butthe periodforresponsesetinthelast Office action
may be extended up to a maximum of SIX MONTHS. <

608.01(n) Dependent Claims [R—1]

37 CFR 1.75(c) reads as follows for applications filed
prior to January 24, 1978:

(¢) Whenmore thanone claim ispresented, they maybe placedin
dependent form in which a claim may refer back to and further resiricta
single preceding claim. Claims in dependent form shall be construed to
include all the limitations of the claim incorporated by reference into the
dependeat claim.

MULTIPLE DEPENDENT CLAIMS

37 CFR 1.75(c) reads as follows for applications filed
on and after January 24, 1978.

Rew. 1, Sepe. 1995
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~ 37CFRL 75 Claun(s)

. eesen ‘

(c) one or more clarms may be presented in- dependent form, S

referrmgbacktoandfurtherhnunnganotherclmmorclmmsmthesame

application. Any dependent claim which refers to more than one other . e
claim (multiple dependentclaim ) shall refer to such other claims in the- B
alternative only. Amu]trpledependentclarmshallnotserveasabasrsfor' S

| ferent apphcatlon. __

any other mulnple dependent claim. For fee calculation purposes under
§1.16, a multiple dependent claunwrll beconsidered to be that number

of claims to which direct reference is made therein. Forfee calculatlon .

purposes,also, anyclaimdepending fromamultiple dependentclarmwdl

be considered 1o be that number of claims to which direct reference is -

made in that multiple dependent claim. In addition to the other filing

fees, anyoriginal applicationwhichisfiledwith, orisamendedtoinclude, -

multiple dependent claims must have paid therein the fee set forth in §
1.16(d). Claims in dependent form shall be construed to include all the
limitations of the claim incorporated by reference into the dependent
claim. A multiple dependent claim shall be construed to incorporate by
reference all the limitationsof each of the particular claimsin relation to
which it is being considered.

L

2122

Generally, a multiple dependent claim is a depen-
dent claim which refers back in the alternative to more
than one preceding independent or dependent claim.

The second paragraph of 35 U.S.C. 112 has been re-
vised in view of the multiple dependent claim practice
introduced by the Patent Cooperation Treaty. Thus,
35 U.S.C. 112 authorizes multiple dependent claims in
applications filed on and after January 24, 1978, as long
as they are in the alternative form (e.g., “A machine ac-
cording to claims 3 or 4, further comprising ——— ).
Cumulative claiming (e.g.,A machine according to
claims 3 and 4, further comprising ———"") is not per-
mitted. A multiple dependent claim may refer in the al-
ternative to only one set of claims. A claim such as ‘A de-
vice as in claims 1, 2, 3, or 4, made by a process of claims
5, 6,7, 0r 8” is improper. Section 112 allows reference to
only a particular claim. Furthermore, a multiple depen-
dent claim may not serve as a basis for any other multiple
dependent claim, either directly or indirectly. These lim-
itations help to avoid undue confusion in determining
how many prior claims are actually referred to in 2 multi-
ple dependent claim.

A multiple dependent claim which depends from
another multiple dependent claim should be objected to
by using Form Paragraph 7.45.

Q@ 7.45 Improper Multiple Dependent Claims

Claim [ 1] objected to under 37 CFR 1.75(c) as being in improper
form because a multiple dependent claim [2). See MPEP >§<
608.81(n). Accordingly, [3] hes not been further treated on the merits.

Rev. 1, Sept. 1995
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Lo Inbracketz,msert“shouldreﬁermmherdmmmthe
""'.-_altername only” andfor, “cannotdependfrmnanyother muluple e
"‘.dePWdentclmmA"“- i .

20 UsethrspemgraphratherthInSSU.SC Ilzﬁfthparagraph S
-3, InbracketS msert “thec!mmhasorthesechrmshave

Assume each clarm example grven below 1s from a dlf-

ACCE_PTABLE MULTIPLE DEPBNDENT
- CLAIM WORDING ‘

‘ Clarm 5 A gadget accordmg to clarms 3 or 4 further

comprising ———

Claim 5. A gadget as in any one’ of the precedmg
claims, in which ———

Claim 3. A gadget as in either claim 1 or claim 2, fur-
ther comprising — - -

Claim 4. A gadget as in claim 2 or 3 further compns-
ing —

Claim 16. A gadget as in claims 1, 7,12, or 15, further
comprising —— -

Claim 5. A gadget as in any of the precedmg claims,
in which ——-—

Claim 8. A gadget as in one of claims 4-7, in
which ——— '

Claim 5. A gadget as in any preceding claim, in
which ———

Claim 10. A gadget as in any of claims 1-3 or 7-9,
in which ——-

Claim 11. A gadget as in any one of claims 1, 2, or
7-10 inclusive, in which —~~

UNACCEPTABLE MULTIPLE DEPENDENT
CLAIM WORDING

Clarm 5 A gadget accordmg to clarm 3 and 4, further
comprising — -~

Claim 9. A gadget according to claims 1-3, in
which ———

Claim 9. A gadget as in claims 1 or 2 and 7 or 8,
which =~~~

Claim 6. A gadget as in the preceding claims in
which = ~-—

Claim 6. A gadget as in claims 1, 2, 3, 4 and/or S, in
which ———

Claim 10. A gadget as in claims 1-3 or 7-9, in
which ———
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Claim 3 A gadget as in any of the followmg clalms, in
which === - S
 Claim 5 A gadget as |n enther clalm 6 or claun 8 mi _f
Wthh — : R : L e

Claun 9. A gadget as mclalm lor 4 made by the pro-‘. B

cessofclalmss 6 7, or8 mwhlch-——'_ N

Claim 8. A gadget as in claim 5 (claim 5 is a multiple
dependent claim) or claim 7, in which — -~

35 U.S.C. 112 indicates that the limitations or ele-
ments of each claim incorporated by reference into a
multiple dependent claim must be considered separate-

ly. Thus, a multiple dependent claim, as such, does not:

contain all the limitations of all the alternative claims to
which it refers, but rather contains in any one embodi-
ment only those limitations of the particular claim re-
ferred to for the embodiment under consideration.
Hence, a muitiple dependent claim must be considered
in the same manner as a plurality of single dependent
claims.

Restriction Practice

For restriction purposes, each embodiment of a mul-
tiple dependent claim is considered in the same manner
as a single dependent claim. Therefore, restriction may
be required between the embodiments of a multiple de-
pendent claim. Also, some embodiments of a multiple
dependent claim may be held withdrawn while other em-
bodiments are considered on their merits.

Handling of Multiple Dependent Claims
by the Application Branch

The Application Division is responsible for verifying
whether multiple dependent claims filed with the ap-
plication are in proper alternative form, that they de-
pend only upon prior independent or single dependent
claims and also for calculating the amount of the filing
fee. A new form, PTO-1360, has been designed to be
used in conjunction with the current fee calculation form
PTO-875.
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m.m(n) -
HandkngofMuInpleDepmdent Clazms o
by the Exanunmg Group Clencal Staﬂ'

g lemm!mnggrmlpdemalstafflsmpmm'bleforven-.
L ;fylngeomphmwemththestamﬁeandmleeofmu!tqﬂedepen‘ _
‘ f‘_;dente!amsaddedbyanm:dmentandferealuﬂaungﬂw

‘amount of any additional fees requu‘ed ThlS calcula-

tion should be performed on form P’l‘0—1360 : a
There is no need fora group clerk. to check the accu- -

racy of the initial filmg fee since this has already been

- verified by the Appltcatwn Branch when grantmg the

filing date.
- If a multiple dependent claun (or clalms) is added in
an amendment without the proper fee, ¢ither by adding

“references to prior claims or by adding a new multiple

.dependent claim, the amendment should not be entered

until the fee has been received. Invnewofﬂlerequuemems, :
for multiple dependent claims, no amendment containing
new claims or changing the dependency of claims should
be entered before checking whether the paid fees cover
the costs of the amended claims. The applicant, or his or
her attorney or agent, should be contacted to pay the
additional fee. Where a letter is written in an insufficient
fee situation, a copy of the multiple dependent claim fee
calculation, form PTO-1360, should be included for ap-
plicant’s information

If an application filed prior to October 1, 1982, is
amended on or after October 1, 1982, to include a
proper multiple dependent claim for the first time,
the fee set forthin § 1.16(d) mustbe paid.

If such an application contained a proper multiple
dependent claim prior to October 1, 1982, the fee set forth in
§ 1.16(d) does not apply.

Where the group clerk notes that the reference to
the prior claims is improper in an added or amended
multiple dependent claim, a notation should be
made in the left margin next to the daim itself and the
number 1, which is inserted in the “Dep. Claim” column
of that amendment on form PTO-1360, should be
circled in order to call this matter to the examiner’s
attention.

Handling of Multiple Dependent Claims by
the Examiner

Should any multiple dependent claim be in an ap-
plication filed prior to January 24, 1978 or include a
claim association or claim structure that violates any of
the prohibitions, the claim should be objected to as not

Rew. 1, Sept. 1995
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- berng in proper form as reqmred by 37 CFR 1 75 in the
-next Office action. Such an improper claxm neednot bej ;

: ifurther treated on the m

MANUAL OF PATENT EXAMINING PROCEDURE

The follovnng practrce is fo!lomd by patcnt exanl S
iners. when makmg; referenee 0.a dependent claim -

~ Public Law 94131, ‘the lmplementmg leglslatron for‘,: ST 1. Whe:

 the Patent: Cooperatlon ‘Treaty amended 35 U.S.C. 112"

© to state that “a claim in dependent form shall containa’ ¢
. referenceto adamxprmousb’setﬁxﬂz ” 'Iherequnementtoﬂ e

refer to a prevrous clann had exrsted only in 37 CFR AL

o L wrtbm a multrple dependent claun ora smgu]ar epen-

" dent claim which includes a

e pendent claim, erther drrectly or mdrrectly, each em- NS
‘bodiment should be identified by using the number of =~ -
the claims involved, starting with the highest, to theextent

‘ necessary t0 specrﬁcally rdentrfy each embodrment

1.75(c) before.

‘The followmg prooedures are to be followed by ex-
aminers when faced with clanns whrch refer to numen- ‘

cally suceeedmg claims: -

I any series of dependent clarms contams a clarm ‘, ‘

with an improper reference to a numerically followmg
claim which cannot be: understood the claim referring to

a following clann should normally be objected to and not .

treated on. the ments

However, in srtuatlons where a claim refers to a nu-
merically fo]lowlng claim and the dependency is clear,
both as presented and as it will be renumbered at issue,
all claims should be examined on the merits and no ob-
jection as to form need be made. In such cases, the ex-

aminer will renumber the claims into proper order at the

time the application is allowed. (See example B, below).
Any unusual problems should be brought to the su-
pervisor’s attention.

Example A

(Claims 4 and 6 should be objected to as not being un-
derstood and should not be treated on the merits.)
1. Independent
Dependent on claim 5
Dependent on claim 2
“,.. as in any preceding claim”
Independent
Dependent on claim 4

SR LN

Example B

NOTE: Parenthetical numerals represent the claim
numbering for issue should all claims be allowed.

(Al claims should be examined.)

1. (1) Independent

2. (5) Dependent on claim 5 (4)

3. (2) Dependent on claim 1 (1)

4. (3) Dependent on claim 3 (2)

5. (4) Dependent on either claim 1 (1) orclaim 3 (2)

Rev. 1, Sept. 1995

be made only to the number ofithe depend_en :
2. When . 1dent1fymg ‘the' embodnnents meluded o

ference to a multiple de-

- 3. When all embodiments mclnded wrthm a mnltl- .
ple dependent claimora smgular dependent clamr which-
includes a reference to a multiple dependent clalm, ei-
ther directly or mdlrectly, are subject to a common rejec-
tion, objection, or requirement, reference may be made
only to the number of the dependent claim. _

The following table illustrates the current practice
where each embodiment of each claim must be treated
on an individual basis: ' ‘

Claim No. Claim dependency

Identification
Allclaims  Approved
practice
1 Independent 1 1
2 Depends from 1 21 2
3 Depends from 2 n 3
4 Depends from 2or 3 4/2/1 4f2
4/3/211 43
S Depends from 3 573211 5
6 Depends from 2,3, 0r5  6/2/1 6/2
6/3/2/1 6/3
6/5/3/2/1 6/5
7 Depends from 6 7161211 7162
71631211 716/3
716/5/3/2/1 716/5

When all embodiments in a multiple dependent
claim situation (claims 4, 6, and 7 above) are subjecttoa
common rejection, objection, or requirements, refer-
ence may be made to the number of the individual de-
pendent claim only. For example, if 4/2 and 4/3 were sub-
ject to a common ground of rejection, reference should
be made only to claim 4 in the statement of that rejec-
tion.
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The provnsmns of 35 US C. 132 reqmre that each' :

office action make it exphcltly clear what rejection, ob-

jection and/or requnrement is apphed to each cla.lm em—

bodiment.

Calculation of Fees When Mulaple Dependent Clatms
- Are Presented, Use of Form PT 0—1360 '

“To assist in the computatlon of the fees for multiple
dependent claims, a separate “Multiple Dependent
Claim Fee Calculation Sheet,” form PTO-1360, has_

been designed for use with the current “Patent Applica-’

tion Fee Determination Record”, form PTO~875. Form
PTO~1360 will be placed in the file wrapper by the Ap-
plication Branch where multiple dependent claims are in
the application as filed. If multiple dependent claims are
not included upon filing, but are later added by amend-
ment, the examining group clerical staff will place the
form in the file wrapper. If there are multiple dependent
claims in the application, the total number of indepen-
dent and dependent claims for fee purposes will be calcu-
lated on form PTO-1360 and the total number of claims
and number of independent claims is then placed on
form PTO~875 for final fee calculation purposes.

Calculating Fees for Multiple Dependent Claims
Proper Multiple Dependent Claim

35 U.S.C. 41(a), provides that claims in proper multi-
ple dependent form may not be considered as single de-
pendent claims for the purpose of calculating fees. Thus,
amultiple dependent claim is considered to be that num-
ber of dependent claims to which it refers. Any proper
claim depending directly or indirectly from a multiple
dependent claim is also considered as the number of de-
pendent claims as referred to in the multiple dependent
claim from which it depends.

Improper Multiple Dependent Claim

If any multiple dependent claim is improper, Ap-
plication Branch may indicate that fact by placing an en-
circled numeral “1” in the “Dep. Claims” column of
form PTO—1360. The fee for any improper multiple de-
pendent claim, whether it is defective for either not be-
ing in the alternative form or for being directly or indi-
rectly dependent on a prior multiple dependent claim,
will only be one, since only an objection to the form of
such a claim will normally be made. This procedure also
greatly simplifies the calculation of fees. Any claim de-

600 - 53
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¢ Vpendmg from an lmproper multlple dcpendent clmm will
- - alsobe consndered tobei unproper and be counted asone

: dependent clatm
Fee calculatton example

ClatmNo ...... Ind. Dep
1 ‘Independent ......i.ccoeeieen.n. P B ‘
2, Dependentonclmml R PPRRCO B
3.  Dependentonclaim?2 .........ccoecee0ninn 1
4. Dependentonclaim2or3 ..........c...... 2
5. Dependentonclaim4 ...........c.oinenen. 2
6. Dependenton claim5 ........cieviiceennn. 2
7. Dependent on claim4,50r6............... 8
8. Dependent on claim 7 . ‘
0. - Independent .........c0c.0iiialn,
10. Dependent on claim 1 or 9 .................. 2
11 Dependent on claims 1and 9 .............. ©

Total 2 13

Comments on Fee Calculation Example

Claim 1 — This is an independent claim; therefore, a
numeral “1” is placed opposite claim number 1 in the
“Ind.” column.

Claim 2 — Since this is a claim dependent on a single
independent claim, a numeral “1” is placed opposite
claim number 2 of the “Dep.” column.

Claim 3 — Claim 3 is also a single dependent claim,
so a numeral “1” is placed in the “Dep.” column.

Claim 4 — Claim 4 is a2 proper multiple dependent
claim. It refers directly to two claims in the alternative,
namely, claim 2 or 3. Therefore, a numeral “2” to indi-
cate direct reference to two claims is placed in the
“Dep.” column opposite claim number 4.

Claim 5 — This claim is a singularly dependent claim
depending from a multiple dependent claim. For fee cal-
culation purposes, such a claim is counted as being that
number of claims to which direct reference is made in the
multiple dependent claim from which it depends. In this
case, the multiple dependent claim number 4 it depends
from counts as 2 claims; therefore, claim 5 also counts as
2 claims. Accordingly, a numeral “2” is placed opposite
claim number 5 in the “Dep.” column.

Claim 6 — Claim 6 depends indirectly from a multi-
ple dependent claim 4. Since claim 4 counts as 2 claims,
claim 6 also counts as 2 dependent claims. Consequent-
ly, a numeral “2” is placed in the “Dep.” column after
claim 6.
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Clarm 7 — Thrs clalm isa multrple dependent clalm '
sinceit refers to clarms 4,5,016. However, ascanbeseen
column opposrte R

by looking at the “2’ in the “Dep.’
claim 4, claim 7 depends from a. multrple dependent
claim. This practice is improper under35 U.S.C. 112:and

37CFR 1. .75(c). Following the procedure for calculatmg .

fees for improper multiple dependent clmms, a numeral
“1” is placed in the “Dep.” column with a circle drawn

around it to alert the exammer that the clarm is nnprop- ‘

er.

CIaim 8 — Claim 8isimproper _srnce it dep_ends from
an improper claim. If the base claim is in error, this error
cannot be corrected by adding additional claims depend-
ing therefrom. Therefore, a numeral “1” with a circle
around it is placed in the “Dep.” column.

Claim 9 — Here again we have an independent claim
which is always indicated with a numeral “1” in the
“Ind.” column opposite the claim number.

Claim 10 — This claim refers to two mdependent
claims in the alternative. A numeral “2” is, therefore,
placed in the “Dep.” column opposite claim 10.

Claim 11 — Claim 11 is a dependent claim which re-
fers to two claims in the conjunctive ( “1” and “9” ) rather
than in the alternative (“1” or “9” ). This form is improp-
erunder 35 U.S.C. 112 and 37 CFR 1.75(c). Accordingly,
since claim 11 is improper, an encircled number “1” is
placed in the “Dep.” column opposite Claim 11.

Calculation of Filing Fee Involving Dependent
Claims

After the number of “Ind.” and “Dep.” claims are
noted on form PTO-1360, each column is added. In this
example, there are 2 independent claims and 13 depen-
dent claims or a total of 15 claims. The number of inde-
pendent and total claims can then be placed on form
PTO-875 and the fee calculated.

TREATMENT OF IMPROPER DEPENDENT
CLAIMS

The initial determination, for fee purposes, as to
whether a claim is dependent must be made by persons
other than examiners; it is necessary, at that time, to ac-
cept as dependent virtually every claim which refers to
another claim, without determining whether there is ac-
tually a true dependent relationship. The initial acceptance
of a claim as a dependent claim does not, however, pre-
clude a subsequent holding by the examiner that a claim

Rev. 1, Sept. 1995
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s not a proper dependent claun Any clarm wluch is in

’dependent form but which is so worded that rt, in factis B

‘not, as, for example, it does not mclude every lumtatren LA

of the claim on which it depends, will be required tobe -

. cancelled as not being a proper dependent claim; ‘and.

- cancelation of any | further claim dependmg on such ade-

' pendent claim will be similarly required. The applicant

" may thereupon amend the claims to place them inproper
-dependent form, or may redraft them as rndependent

claims, upon payment of any necessmy addrtlonal fee.
INFRINGEMENT TEST

The test as to whether a clalm isa proper dependent
claim is that it shall include every limitation of the claim
from which it depends (35 U.S.C. 112, fourth paragraph)
or in other words that it shall not conceivably. be in-
fringed by anything which would not also mfrmge the ba-
sic claim.

A dependent claim does not lack comphance with
35 U.S.C. 112, fourth paragraph, simply because there is
a question as to (1) the significance of the further limita-
tion added by the dependent claim, or (2) whether the
further limitation in fact changes the scope of the depen-
dent claim from that of the claim from which it depends.
The test for a proper dependent claim under the fourth
paragraph of 35 U.S.C. 112 is whether the dependent
claim includes every limitation of the claim from which it
depends. The test is not one of whether the claims differ
in scope.

Thus, for example, if claim 1 recites the combination
of elements A, B, C, and D, a claim reciting the structure
of claim 1 in which D was omitted or replaced by E would
not be a proper dependent claim, even though it placed
further limitations on the remaining elements or added
still other elements.

Examiners are reminded that a dependent claim is di-
rected to a combination including everything recited in
the base claim and what is recited in the dependent
claim. It is this combination that must be compared with
the prior art, exactly as if it were presented as one inde-
pendent claim.

The fact that a dependent claim which is otherwise
proper might relate to a separate invention which would
require a separate search or be separately classified from
the claim on which it depends would not render it an im-
proper dependent claim, although it might result in a re-
quirement for restriction.
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The fact that the mdependent and dependent clalms"

are in different statutory classes does not, in itself, ren-

der the latter i unproper Thus, if claim 1 recites a specific

roduct, a claim for the method of making the productof.
p gHep - drrectly or mdlrectly dependent thereon should be re-

_ jected asincomplete. Ifthebase clarmrsrejected thede-

chimlina partrcular manner would be a proper depen-
dent claim since it could notbe mfnnged without infring-

ing claim 1. Slmrlarly, if claim 1 recites a method of mak-
ing a product, a claim for a product made by the method
of claim 1 could be a proper dependent claim. On the -
other hand, if claim 1 recites a method of making a speci- -
fied product, a claim to the product set forth in claim 1 -
would not be a proper dependent claim if the product

might be made in other ways. Note, that since 37 CFR
1.75(c) requires the dependent claim to further limit a
preceding claim, this rule does not apply to product~
by—process claims.

CLAIM FORM AND ARRANGEMENT

A singular dependent claim 2 could read as follows:
2. The product of claim 1 in which. ..

A series of singular dependent claims is permissible
in which a dependent claim refers to a preceding claim
which, in turn, refers to another preceding claim.

A claim which depends from a dependent claim
should not be separated therefrom by any claim which
does not also depend from said “dependent claim.” It
should be kept in mind that a dependent claim may refer
back to any preceding independent claim. These are are
the only restrictions with respect to the sequence of
claims and, in general, applicant’s sequence should not
be changed. See MPEP § 608.01(j). Applicant may be so
advised by using Form Paragraph 6.18.

9 6.18 Series of Singular Dependent Claims

A series of singular dependent claims is permissible in which a
dependent claim refers to a preceding claim which, in turn, refers to
ancther preceding claim.

A claim which depends from a dependent claim should not be
separated by any claimwhich does not also depend from said dependent
claim. It should be kept in mind that a dependent claim may refer to any
precedingindependentclaim. Ingeneral, applicant’ssequencewillnotbe
changed. See § 608.01(n) MPEP.

During prosecution, the order of claims may change
and be in conflict with the requirement that dependent
claims refer to a preceding claim. Accordingly, the num-
bering of dependent claims and the numbers of preced-
ing claims referred to in dependent claims should be
carcfully checked when claims are renumbered upon allow-
ance.
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R e m.or(o)““
REIEC]‘IONANDOBJECI‘ION ‘

I the base clarm has been cancelled a claun whxch rs‘

pendent claim should be objected to rather t]ran re-

jected, if it is otherwise allowable. -

Form Paragraph 7. 43 can be used to state the ob]ec-
tion, .

49 7.43 Objection to Claims, Allowable Subject Matter

Claim [1] objected to as being dependent upon a rejecied base
claim, butwould be allowable if rewrittenin mdependentferm including
all of the limitations of the base claim and any intervening claims.

608.01(0) Basis for Claim Terminology in
Description '

The meaning of every term used in any of the claims
should be apparent from the descriptive portion of the
specification with clear disclosure as to its import; and in
mechanical cases, it should be identified in the descrip-
tive portion of the specification by reference to the draw-
ing, designating the part or parts therein to which the
term applies. A term used in the claims may be given a
special meaning in the description. No term may be given
a meaning repugnant to the usual meaning of the term.

Usually the terminology of the original claims follows
the nomenclature of the specification, but sometimes in
amending the claims or in adding new claims, new terms
are introduced that do not appear in the specification,
The use of a confusing variety of terms for the same thing
should not be permitted.

New claims and amendments to the claims already in
the case should be scrutinized not only for new matter
but also for new terminology. While an applicant is not
limited to the nomenclature used in the application as
filed, yet, whenever by amendment of his claims, he or
she departs therefrom, he or she should make appropri-
ate amendment of the specification so as to have therein
clear support or antecedent basis for the new terms ap-
pearing in the claims. This is necessary in order to insure
certainty in construing the claims in the light of the speci-
fication, Ex parte Kotler 1901 C.D. 62; 95 O.G. 2684. See
37 CFR 1.75, MPEP § 608.01(i) and § 1302.01.
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The spec:ficatlon should be objected toif it does notk?'::'-':f'k' f' |
‘provide proper antecedent basns forthe claims by using’ :

_ Form Paragraph 7 44 _
9. 7 44 Cla:med Sub]ect Matter Not in Spectﬁcatwn

and MPEP § 608 01(0) Oorrecuon of the follawmg is tequued ).
608 01(p) Completeness [R— 1] o

Newly flled appheatlons obvxously fallmg to dns—
close an invention with the clarity requxred are dis-
cussed in MPEP § 702.01.

A dlsclosure in an application, to be complete, must

contain such description and details as to enable any per-
son skilled in the art or science to which the invention
pertains to make and use the invention as of its filing
date, In re Glass, 492 F.2d 1228; 181 USPQ 31 (CCPA
1974).

While the prior art setting may be mentioned in gen-
eral terms, the essential novelty, the essence of the in-
vention, must be described in such details, including pro-
portions and techniques, where necessary, as to enable
those persons skilled in the art to make and utilize the in-
vention.

Specific operative embodiments or examples of the
invention must be set forth. Examples and description
should be of sufficient scope as to justify the scope of the
claims. Markush claims must be provided with support in
the disclosure for each member of the Markush group.
Where the constitution and formula of a chemical com-
pound is stated only as a probability or speculation, the
disclosure is not sufficient to support claims identifying
the compound by such composition or formula.

A complete disclosure should include a statement of
utility. This usually presents no problem in mechanical
cases. In chemical cases, varying degrees of specificity
are required.

A disclosure involving a new chemical compound or
composition must teach persons skilled in the art how to
make the compound or composition. Incomplete teach-
ings may not be completed by reference to subsequently
filed applications.

* >For “< GUIDELINES FOR EXAMINATION
OF APPLICATIONS FOR COMPLIANCE WITH
THE UTILITY REQUIREMENT OF 35 US.C. 101
>”, see MPEP § 706.03(a)(1).<

£33
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- MANUAL OF PATENT EXAM]NING PROCEDURE

S Fora dnscussxon of the utxhty reqmrement under‘

S ;35USC 112, ﬁrstparagrap s ‘
- The specification is. objected to as’ failing to provide proper § 2164 07(3)(4) <
antecedentbasxsfortheclalmedsubjectmatter See37CFR1 75(d)(1)‘~: -

? m">” see’ MPEP§ 2107

- «~"""‘"7'>‘For “‘< Proeedural Cons:deratlons Related to_-i

" Utthty Rejectlons >, 506 MPEP § 2107.0L.<

* >For “< Spemal Consxderatlons for/ Asserted1
_ Therapeutic or Pharmacologlcal Utllltnes ?”, see MPEP“_ T
- § 2107 02.< A v

INCORPORATION BY REFERENCE

The Commissioner has consnderable dlscretlon in de— .
termining what may or may not be mcorporated by ref-

‘erence in a patent appllcatlon General Electric Co. v.

Brenner, 407 F.2d 1258, 159 USPQ 335 ocC. Cir. 1968) _

‘The following is the manner in which the Commissioner

has elected to exercise that discretion, Section 1 provides

‘the guidance for mcorporatxon by reference in applica-

tions which are to issue as U.S. patents. Section 2 pro-
vides guidance for incorporation by reference in benefit
applications; i.¢., those domestic (35 U.S.C. 120) or for-
eign (35 U.S.C. 119) applications relied on to establish
an earlier effective filing date.

1. Review of Applications Which Are To Issue As Patents.

An application as filed must be complete in itself
in order to comply with 35 U.S.C. 112, Material never-
theless may be incorporated by reference, Ex parte
Schwarze, 151 USPQ 426 (Bd. App. 1966). An applica-
tion for a patent when filed may incorporate “essential
material” by reference to (1) a U.S. patent or (2) an al-
lowed U.S. application in which the issue fee has been
paid, subject to the conditions set forth below. “Essential
material” is defined as that which is necessary to (1) de-
scribe the claimed invention, (2) provide an enabling dis-
closure of the claimed invention, or (3) describe the best
mode (35 U.S.C. 112). In any application which is to issue
as a U.S, patent, essential material may not be incorpo-
rated by reference to (1) patents or applications pub-
lished by foreign countries or a regional patent office, (2)
non—patent publications, (3) a U.S. patent or applica-
tion which itself incorporates “essential material” by ref-
erence, or (4) a foreign application. See Iin re Fouche,
439 F.2d 1237, 169 USPQ 429 (CCPA 1971).
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PARTS, FORM AND CONTENT OF APPLICATION

Nonessentral subject matter may be meorporated byj;
reference to (1) patents or apphcatrons pubhshed bythe .
United States or foreign countries or: regronal patent .

mdrwtmg the background of the mventron or rllustratmg
the state of the art. -

>Mere reference 10 another apphcatnon, patent, or.
publication is not an mcorporatron of anything therein -
into the application containing such reference for the
purpose of the disclosure required by35U. S.C. 112, first -
paragraph. In re de Seversky, 474 E2d 671, 177 USPQ

144, (CCPA 1973).< In addition to other requirements
for an application, the referencing application should in-
clude an identification of the referenced patent, applica-
tion, or publication. Particular attention should be di-
rected to specific portions of the referenced document
where the subject matter being incorporated may be
found. >Guidelines for situations where applicant is
permitted to fill in a number for Serial No.

left blank in the application as filed can be found in /i re
Fouche, 439 F2d 1237, 169 USPQ 429 (CCPA 1971)
(Abandoned applications less than 20 years old can be
incorporated by reference to same extent as copending
applications; both types are open to public upon refer-
encing application issuing as a patent).<

Complete Disclosure Filed

If an application is filed with a complete disclosure,
essential material may be cancelled by amendment and
may be substituted by reference to a U.S. patent or pend-
ing application in which the issue fee has been paid. The
amendment must be accompanied by an affidavit or dec-
laration signed by the applicant, or a practitioner repre-

senting the applicant, stating that the material cancelled’

from the application is the same material that has been
incorporated by reference.

Issue Fee Paid

If an application incorporates essential material by
reference to a U.S. patent or a pending and commonly
owned allowed U.S. application for which the issue fee
has been paid, applicant may be required prior to ex-
amination to furnish the Office with a copy of the refer-
enced material together with an affidavit or declaration
executed by the applicant, or a practitioner representing
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Issue Fee Not Pazd

If an’ apphcatron mcorporates essentral materml by" o

i reference to apendmg and eommonly owned applrcatron‘ I
othier than one in which the issue fee has been paid, ap-

~ plicant will be: requnred to amend the disclosure of the -
referencing application to include the’ matenal incorpo-
rated by reference. The amendment must be accompa-~
-nied by an affidavit or deelarat_ron executed by the appli- -
 cant, or a practitioner representing the applicant, stating

the amendatory material consists of the same material

- incorporated by reference in the referencmg applica-

tion.
Improper Incorporation

The filing date of any appllcatron wherein essentral
material is improperly incorporated by reference to a
foreign application or patent or to a publication will not
be affected because of the reference. In such a case, the
applicant will be required to amend the specification to
include the material incorporated by reference. The fol-
lowing form paragraphs may be used.

9% 6.19 Incorporation by Reference, Foreign Patent or Applica-
tion

The incorporation of essential material by reference to a foreign
application or foreign patent or to a publication inserted in the
specification is improper. Applicantisrequired to amend the disclosure
toinclude the materialincorporatedbyreference. The amendment must
beaccompanied by an affidavit or declaration executed by the applicant,
or a practitioner representing the applicant, stating that the amendatory
material consists of the same material incorporated by reference in the
referencing application. In re Hawkins, 486 F. 2d 569, 179 USPQ 157
(CCPA 1973); Inre Hawkins, 486 F. 24 579, 179 USPQ 163 (CCPA 1973);
In re Hawkins, 486 E. 24 577, 179 USPQ 167 (CCPA 1973).

9 6.19.>0<1 Improper Incorporation by Reference

The attempt to incorporate subject matter into this application by
reference to [1] is improper because [2].
Exsminer Note:

1. In bracket 1, identify the document such as *>application< or
patent number or other identification,

2.In bracket 2, give reason why it is improper.

The amendment must be accompanied by an affida-
vit or declaration executed by the applicant, or a practi-
tioner representing the applicant, stating that the amen-
datory material consists of the same material incorpo-
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: S 608.01(p) e
: :the applrcant, statmg that the copy consxsts of the same
‘material incorporated by. reference in the referencmgf- T
»_ apphcatron However, if a copyofa pnnted u. S. patentis
offices, (2) prior filed, commonly owned U.S. applica-- furmshed no affidavrt or dec!ara i s
tions, or (3) non—patent publrcatrons Nonessentral sub- -
- ject matter is subject matter referred to for purposes of




608 01(q)

_rated by reference m the referencmg appllcatlon In, o
re Hawkins, 486 F.2d 569, 179 USPQ 157 (CCPA 1973);
' InreHawkins, 486F2d579 179USPQ 163(CCPA1973), e

Inre Hawkms, 486 F2d 577 179 USPQ 167 (CCPA'*? <

1973).

(D.C.Cir 1968)

Since a- dlsclosure must be complete as of the filmg
date, subsequent publications or subsequently filed ap-
plications cannot be relied on to establish a constructive
reduction to practice or an enabling disclosure as of the
filing date. In re Glass, 492 F2d 1228, 181 USPQ
31 (CCPA 1974); In re Scarbrough, 500 F2d 560, 182
USPQ 298 (CCPA 1974); White Consolidated Industries,
Inc. v. Vega Servo—Control, Inc., 713 E2d 788, 218 USPQ
961 (Fed. Cir. 1983).

2. Review of Applications Which Are Relied on To
Establish an Earlier Effective Filing Date. '

The limitations on the material which may be incor-
porated by reference in U.S. patent applications which
are to issue as U.S. patents do not apply to applications
relied on only to establish an earlier effective filing date
under 35 U.S.C. 119 or 35 U.S.C. 120. The reason for in-
corporation by reference practice with respect to ap-
plications which are to issue as U.S. patents is to provide
the public with a patent disclosure which minimizes the
public’s burden to search for and obtain copies of docu-
ments incorporated by reference which may not be
readily available. Through the Office’s incorporation by
reference policy, the Office ensures that reasonably
complete disclosures are published as U.S. patents

The same policy concern does not apply where the
sole purpose for which an applicant relies on an earlier
U.S. or foreign application is to establish an earlier filing
date. Incorporation by reference in the earlier applica-
tion of (1) patents or applications published by foreign
countries or regional patent offices, (2) nonpatent publi-
cations, (3) a U.S. patent or application which itself in-
corporates “essential material” by reference, or (4) a
foreign application, is not critical in the case of a
“benefit” application.
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Rellanoe on a commonly assngned copendmg apphca- e
tion by a dlﬂ‘erent inventor: may. ordinarily | be made for -
the purpose of complenng the disclosure. Seelnre  Fried,
329 F2d 323,141 USPQ 27, (CCPA 1964), and General
Electric Co..v. Brenner, 407 F2d 1258 159 USPQ 335-

benefit of the ﬁlmg date of a forelgn apphcatmn whxch']‘ )
itself i moorporates by reference another earlier filed for-

eign apphcatlon I necessaly, dueto an mtervemng ref-

erence, applicant should be requlred to supply a copy of -

 the earlier filed forelgn apphcatlon, along with an En- =~
glish language translation. A review can then be made of

the forelgn application and all matenal incorporated by

~ reference to determine whether the foreign application

discloses the invention sought to be patented in the man-
ner required by the first paragraph of 35 US. C. 112 s0
that benefit may be accorded, In re Gosteli, 872 E2d
1008, 10 USPQ2d 1614 (Fed. Cir. 1989).

C. SIMULATED OR PREDICTED TEST RESULTS
* OR PROPHETIC EXAMPLES

Simulated or predicted test results and prophetical
examples (paper examples) are permitted in patent ap-
plications. Working examples correspond to work actu-
ally performed and may describe tests which have actual-
ly been conducted and results that were achieved. Paper
examples describe the manner and process of making an
embodiment of the invention which has not actually
been conducted. Paper examples should not be repre-
sented as work actually done. No results should be repre-
sented as actual results unless they have actually been
achieved. Paper examples should not be described using
the past tense.

NOTE. For problems arising from the designation of
materials by trademarks and trade names, see MPEP
§ 608.01(v).

608.01(q) Substitute or Rewritten
Specification [R—1]

37 CFR 1.125. Substitute specification.

if the number or nature of the amendments shall render it difficult
to consider the case, or to arrange the papers for printing or copying, the
examiner may require the entire specification, including the claims, or
any part thereof, to be rewritten. A substitute specification may not be
sccepted unlessit hasbeen required by the examiner or unless it isclear
to the examiner that acceptance of a substitute specification would
fecilitate processing of the application. Any substitute specificationfiled
roast be accompanied by a siatement that the substitute specification

Whenanapplncant, orapatentownerm areexmmna- STy
tion or interference; claims the benefit of the filing date =~
' of an earlier application which mcorporates materialby - -
reference, ‘the apphcant or patent owner may be: e
. quired to supply copies of the material meorporated by -
-reference. For. example, an’ appheant may.- claim the -
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mcludes RO ncw matter Such smtement must be a venﬁed stawment lf 5

made by a person not regmtered to pmctxce before the Ofﬁce

that a new specnﬁcatlon is necessary; in such mstances,
new specification should be required. -

Form Paragraph 6.28 may be used in where the specn-

fication is in faulty Enghsh
1628 Idtomauc English

A substitute specification in proper idiomatic Enplish and in
compliance with 37 CFR 1.52 (a) and (b) is required. The substitute

specification filed must be accompanied by a statement that it contains
nonew matter. Such statement must be a verified statement if made by a
person not registered to practice before the Office.

Form Paragraph 6.28.>0<1 may be used to require a
substitute specification for reasons other than faulty
English.

% 6.28.>0<1 Substitute Specification

A substitute specification is required because {1). The substitute
specification filed must be accompanied by a statement that it contains
nonew matter. Such statement must be a verified statementif made by a
person not registered to practice before the Office.

Examiner Note:

LIn bracket 1, insert clear and concise examples of why a new
specification is required.

2. A new specification is required if the number or nature of the
amendments render it difficult to consider the *>application< or to
arrange the papers for printing or copying, 37 CFR 1.125.

3.Seealso form paragraph 13.01 for partial rewrittenspecification.

Under current practice, substitute specifications may
be voluntarily filed by the applicant if desired. A substi-
tute specification will normally be accepted by the Office
even if it has not been required by the examiner. Substi-
tute specifications will be accepted if applicant submits
therewith a marked~up copy which shows the portions
of the originral specification which are being added and
deleted and a statement that the substitute specification
includes no new matter and that the substitute specifica-
tion includes the same changes as are indicated in the
marked—up copy of the original specification showing
additions and deletions. Such statement must be a veri-
fied statement if made by a person not registered to prac-
tice before the Office. Additions should be clearly indi-
cated in the marked—-up copy such as by underlining, and
deletions should be indicated between brackets. Ex-
aminers may also require a substitute specification
where it is considered to be necessary.

However, any substitute page of the specification, or
entire specification, filed must be accompanied by * a
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 statement mdlcatmg that no new matter was included.
, 1'Ihestatementmustbevenﬁed lfmadebyapemon not
The specnﬁcatnon is sometlmes in such faulty Enghsh _ registered to practice before the Office. There is no ob-
. ligation on the examiner to make a- detalled companson B
- between the old and the new specifications for determin-
- ing whether or not new matter has been added. If, how-

ever, an examiner becomics aware ‘that new matter is

present, objection thereto should be made.

The ﬁlmg of a substitute speclficatnon rather than
amending | the original application has the advantage for
applicants of eliminating the need to  prepare an amend-
ment of the specification. If word processing equipment
is used by applicants, substltute specifications can be eas-
ily prepared. The Office receives the advantage of saving

the time needed to enter amendments in the specnﬁca-

tion and a reduction in the number of printing errors.
A substitute specification should normally be en-
tered. Se¢ MPEP § 714.20. ‘ :
New matter in amendment, sce MPEP § 608.04.
Application prepared for issue, sce MPEP § 1302.02.

608.01() Derogatory Remarks About Prior
Art Specification

The applicant may refer to the general state of the art
and the advance thereover made by his or her invention,
but he or she is not permitted to make derogatory re-
marks concerning the inventions of others. Derogatory
remarks are statements disparaging the products or pro-
cesses of any particular person other than the applicant,
or statements as to the merits or validity of applications
or patents of another person. Mere comparison with the
prior art are not considered to be disparaging, per se.

608.01(s) Restoration of Cancelled Matter

Cancelled text in the specification or a cancelled
claim can be restored only by presenting the cancelled
matter as a new insertion. Sce 37 CFR 1.124, MPEP
§ 714.24.

608.01(t) Use in Subsequent Application
A reservation for a future application of subject mat-
ter disclosed but not claimed in a pending application

will not be permitted in the pending application, 37 CFR
1.79, MPEP §608.01(e).
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‘No part of a specnficatlon can narmally be transferred B
to another appheatlon. Drawmgs may be transferred to -
another applxcatlon only upon 1 the grantmg ofa petmon i

frled under the provrsnons of 37 CFR 1 182

608.01(u) Use ofFormerly Flled Incomplete ’

Applrcatron

Parts of an meomplete apphcatton whnch have been

retained by the Office may be used as part ofa complete'

application if the : missing parts are later supphed See
MPEP § 506 and § 506. 01 '

608.01(v) 'll'ademarks and Names Used in
- Trade [R—1] :

The expressions “trademarks” and “names used in
trade” as used below have the following meanings:

Trademark: a word, letter, symbol, or device adopted
by one manufacturer or merchant and used to identify
and distinguish his or her product from those of others.
It is a proprietary word pointing distinctly to the product
of one producer.

Names Used in Trade: a nonproprietary name by
which an article or product is known and called among
traders or workers in the art, although it may not be so
known by the public, generally. Names used in trade do
not point to the product of one producer, but they identi-
fy a single article or product irrespective of producer.

Names used in trade are permissible in patent ap-
plications if:

(1) Their meanings are established by an accompa-
nying definition which is sufficiently precise and definite
to be made a part of a claim, or

(2) In this countsy, their meanings are well—known
and satisfactorily defined in the literature.

Condition (1) or (2) must be met at the time of filing
of the complete application.

TRADEMARKS

The relationship between a trademark and the prod-
uct it identifies is sometimes indefinite, uncertain, and
arbitrary. The formula or characteristics of the product
may change from time to time and yet it may continue to
be sold under the same trademark. In patent specifica-
tions, every clement or ingredient of the product should
be set forth in positive, exact, intelligible language, so
that there will be no uncertainty as to what is meant. Ar-
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MANUALOFPATENI‘ ‘ EXAM:'::'ININGPROCBDT URE

“bntrary trademarks whnch are hable to mean drfferent‘

- things at the pleasure of manufacturers do not constitute
- such language, Ex Parte Kattwmlde,i 12 USPQ 11 (Bd L
. Apps.1931). - ; : sl Lo
. However,. nf the product to wluch the‘;trademark re- .
fyl fersi is, otherwise, set forth in suchlanguage thatitsiden-

- tity is clear, the exammers are authorized to pemut the

' use of the trademark if it is distinguished from common

descnptrve nouns by caprtallzatron If the trademark has

‘a fixed and. deﬁmte meaning, -it constitutes sufﬁclent’:j;‘ B
1dent1ﬂcatron unless some physrcal or chemical charac- e

tenstlc of the article or material is involved in the inven-
tion. In that event, as also in those cases where the trade-
mark has no fixed and defimte meaning, 1dent1ficatron

by scientific or other explanatory language is necessary; I

In re Gebauer—Fuelnegg, 50 USPQ 125 (CCPA 1941).

~ The matter of sufficiency of disclosure must be de-
cided on an individual case—by—case ‘basis, In re
Metcalfe and Lowe, 161 USPQ 789' 869 0.G. 691 (CCPA
1969).

Where the 1dent1ficatron of a trademark is intro-
duced by amendment, it must be restricted to the charac-
teristics of the product known at the time the application
was filed to avoid any question of new matter.

If proper identification of the product sold under a
trademark, or a product referred to only by a name used
in trade, is omitted from the specification and such iden-
tification is deemed necessary under the principles set
forth above, the examiner should hold the disclosure in-
sufficient and reject on the ground of insufficient disclo-
sure any claims based on the identification of the prod-
uct merely by trademark or by the name used in trade.
If the product cannot be otherwise defined, an amend-
ment defining the process of its manufacture may be per-
mitted. Such amendments must be supported by satisfac-
tory showings establishing that the specific nature or
process of manufacture of the product as set forth in the
amendment was known at the time of filing of the ap-
plication.

Although the use of trademarks having definite
meanings is permissible in patent applications, the pro-
prietary nature of the marks should be respected. Trade-
marks should be identified by capitalizing them and plac-
ing them between quotation marks. Every effort should
be made to prevent their use in any manner which might
adversely affect their validity as trademarks.

Form Paragraph 6.20 may be used.
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9 6.20 Ti'ademark.v and Theu' Use

Tueuseofmemdema:ku]mmmwdmmmppummn
shouldbeenpmhzcd“whereventappemandbeawompnmedwthe ‘

. genenc terminology. -

. Although thcuseoftmdemarksnspermm’blempatent applm—v -
uons,thepropnetarynamreofﬂwnmksshouldbercspectedandevery. -
effort made to prevent theiruse in any manner wlnch mlght adversely_i

affect thelr valrdlty as trademarks

Examiner Note: - e '
Capmlrz:e>each letter of< the wm'd inthe bracket.

“The exammer should not permlt the use of language .

such as “the product X (a descnptrve name) commonly

known as Y (trademark)” since such language does not

bnng out the fact that the latter is a trademark. Lan-
guage such as “the product X (a descriptive name) sold
under the trademark ¥” is permissible.

The use of a trademark in the title of an application

should be -avoided as well as the use of a trademark

coupled with the word “type”; i.e., “Band —Aid type ban-
dage”

The owner of a trademark may be identified in the
specification.

Group directors should reply to all trademark misuse
complaint letters and forward a copy to the editor of this
manual.

See Appendix I for a partial listing of trademarks and
the particular goods to which they apply.

INCLUSION OF COPYRIGHT OR MASK WORK
NOTICE IN PATENTS

37 CFR 1.71 Detailed description ...

Rk k

(d) A copyright or mask work notice may be placed in a design or
utility patent application adjacent to copyright and mask work material
contained therein, The notice may appear atany appropriate portion of
the patent application disclosure. For notices in drawings, see 1.84(s).
Thecontentofthe noticemustbelimited toonly thoseelementsrequired
bylaw. For example, “©1983 John Doe” (17 U.S.C. 401) and “*M* John
Doe” (17 U.S.C. 909) would be properly limited and, under current
statutes, legally sufficient notices of copyright and mask work, respec-
tively. Inclusion of a copyright ormaskwork noticewill be permittedonly
if the authorization language set forth in paragraph (e) of this section is
included at the beginning (preferably as the fiest paragraph) of the
specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent document contains
material which is subject to (copyright or mask work) protection. The
(copyright or mask work) owner has no objection to the facsimile
reproduction by anyone of the patent document oe the patentdisclosure,
as it appears in the Patent and Trademark Office patent file or records,
but otherwise reserves all (copyright or mask work) rights whatsoever,
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: 37CFR 1 84 Smudardsfordwwrgs

T eesen s

. _:-mucemayappearmﬂwdmmng.butmmtbeﬁawarbmthesrsbtof
- the drawing immediately below the figure representing the copyrightor  ~ = <
: -maskmkm&tenalandbehmuedmletmhawngapnmmof&m ’

to 64 cxn. (1/8 to 1/4 inches) high. The content of the notice must be
llmrwdtoonlythoscelemenmprmdedforbylaw Forexample, “01983

 JohnDoe*(17U.S.C.401)and“M® John Doe” (17US.C.909) wouldbe

properly limited and, under current statutes, legally sufficient notices of -~
copyright and mask work, tespectrvely Inchrsmnofacopynghtormask

" worknoticewill be permitted onlyif the authorization language set forth .
in § L71(c) is included at the begmnmg (preferably as the ﬁrst g

paragraph) of the specrficatlon
The Patent 'and ‘B‘adema'rk Office will permit the in-
clusion of a copyright or mask work notlce in'a design or
utnlrty patent applrcatlon, and thereby any patent issuing
therefrom,which discloses material on which copyright
or mask work protection has prevxously been estab-
lished, under the following conditions: o
(1) The copyright or mask work notice must be
placed adjacent to the copyright or mask work material.
Therefore, the notice may appear at any appropriate
portion of the patent application disclosure, including
the drawing. However, if appearing in the drawing, the

~ notice must comply with 37 CFR 1.84(s). If placed on a

drawing in conformance with these provisions, the no- -
tice will not be objected to as extraneous matier under 37
CFR 1.84.

(2) The content of the notice must be limited to
only those elements required by law. For example,
“©1983 John Doe”(17 U.S.C. 401) and “M John Doe”(35
US.C. 909) would be properly limited, and under cur-
rent statutes, legally sufficient notices of copyright and
mask work respectively.

(3) Inclusion of a copyright or mask work notice will
be permitted only if the following authorization in
37 CFR 1.71(e) is included at the beginning (preferably
as the first paragraph) of the specification to be printed
for the patent:

A portion of the disclosure of this patent docu-
ment contains material which is subject to [copy-
right or mask work] protection. The [copyright or
mask work] owner has no objection to the facsim-
ile reproduction by any one of the patent disclo-
sure, as it appears in the Patent and Trademark
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Office patent files or records, but Oihemise re-
serves all [copynght or mask work] nghts whatso-
ever. =

ter a Notice of Allowance has been mailed will be per-
mitted only if the cntena of 37 CFR 1312 have been sat-
isfied. )

The inclusion ofa copynght or mask work notice in a
design or utility patent application, and thereby any pat-
ent issuing therefrom, under the conditions set forth
above will serve to protect the rights of the author/inven-
tor, as well as the public, and will serve to promote the
mission and goals of the Patent and Trademark Office.
Therefore, the inclusion of a copyright or mask work no-
tice which complies with these conditions will be per-
mitted. However, any departure from these conditions
may result in a refusal to permit the desired inclusion. If
the authorization required under condition (3) above
does not include the specific langnage “(t)he [copyright
or mask work] owner has no objection to the facsimile re-
production by anyone of the patent document or the pat-
ent disclosure, as it appears in the Patent and Trademark
Office patent files or records,...” the notice will be ob-
jected to as improper by the examiner of the application.
If the examiner maintains the objection upon reconsid-
eration, a petition may be filed in accordance with
37CFR 1.181.

608.02 Drawing [R—1]

35 U.S.C. 113. Drawings.

The applicant shall furnish a drawing where necessary for the
enderstanding of the subject matier to be patented. When the nature of
such subject matter admits of illustration by a drawing and the applicant
has not furnished such a drawing, the Commissioner may require its
submission within a time period of not less than two months from the
sending of a notice thereof. Drawings submitted after the filing date of
the application may not be used (i) to overcome any insufficiency of the
specification due to lack of an emabling disclosure or otherwise
inadequate disclosure therein, or (ii) to supplement the original
disclosure thereof for the purpase of interpretation of the scope of any
claim.

37 CFR 1.81. Dyawings required in patent application.

(a) The applicant for a patent is required to furnish a drawing of
hisorher invention where necessary for theunderstanding of the subject
maiter sought to be patented; this drawing , or a high quality copy
thereof, must be filed with the application. Since corrections are the
responsibility of the applicant, the original drawing(s) should beretained
by the applicant for any necessary future correction.

(b) Drawings may include illustrations which facilitate an under-
standing of the invention (for example, flow sheets incases of processes,
and diagrammatic views),

Rev. 1, Sept. 1995

(4) Inclusion of a copynght or mask work notice af-

MANUAL OF PATENT EXAMINING PROCEDURE

(c). Whenever the nature of the subject matter sought to be
mmamwammmmm
for the understanding of the subject matter and the applicant hes not .
furnishedsucha drawing, the examiner willrequireits submissionwithin

) aumepenodofnotlessthantwomoaﬂxsfmmﬁedateofﬂwwudmgof
a notice thereof.

(d) Dramngssubmnttedaftertheﬁlmgdateoﬂheapphmﬁmmay
notbe used toovercome any insufficiencyof the specification due tolack
ofanenablmgdmclosumorothemmmadequmdmmmemn,or

to supplement the original disclosure thereof for the purpose. -of

_ interpretation of the scope of any claim. .

37 CFR 1.84. Standards‘ for dmwmgs
~ (a) Dawings. There are two aoceptable categom for presenting
drawings in utility patent applications: .

(1) Blackink. Black and white drawings are normally requn-ed
lndlamk,orltsequwalentthat semuessohdblmkhnes,mustbeusedfor
drawings, or

(2) Calor, On rare occasions, colordramngsmaybenecessaxyas
the only practical medium by which to disclose the subject matter sought
to be patented in a utility patent application or the subject matter of a
statutory invention registration. The Patent and Trademark Office will
accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The appropriate fee set forth in § 1.17(h);

(ii) Three (3) sets of color drawings; and

(iii) The specification must contain the followinglanguage as the
first paragraph in that portion of the specification relating to the brief
description of the drawing:

“Thefile of this patent contains at least one drawing executed incolor.
Copiesofthis patentwith colordrawing(s) willbe provided by the Patentand
Trademark Office upon request and payment of the recessary fee.”

Ifthe languageisnotinthespecification, aproposed amendment to
insert the language must accompany the petition.

(b) Photographs.

(1) Blackandwhite. Photographsare not ordinarily permittedin
utility and design patent applications. However, the Office will accept
photographsin utility and design patent applications only after granting
apetition filedunder this paragraph which requests that photographsbe
accepted. Any such petition must include the following:

(i) The appropriate fee set forth in § 1.17(h); and
(ii) Three (3) sets of photographs.

Phetographs must either be developed on double weight photo-
graphic peper or be permanently mounted on bristol board. The
photographsmustbe of sufficient quality so thatall detsilsin the drawing
are reproducible in the printed patent.

(2) Caolgr. Color photographs will be accepted in utility patent
applications if the conditions for accepting color drawings have been
satisfied. See paragmph (a}(2) of this section.

(c) Identification of drawings. Identifying indicis, if provided,
should inclede the application number or the tite of the invention,
inventor’s name, docket number (if any), and the name and telephone
numberofapersonto callif the Office s unable to maich the drawings &
the proper application. Thisinformationshouldbe placed on thebackof
each sheet of drawings a winkmusn distence of 1.5 cm. {58 inch) down
from the top of the page.
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(d)

tables,minmybemhumdm&mmlmmmwdn

mm@mmssmmmnwdmmﬂwmmm

mustbelabeledasaseparateflgure,unmgbrackctswhennecessary,to :

show that information is properly integrated. Each ywpafwavdomn
mmbemmdwam@eﬁmmawmonmmuwﬁhm

Mgmﬂwmmmwmm&mfmmwmdm .

ﬂ:espeaﬁmhonnmstbeldemﬁedvnﬂ:awpmteletwrdmgmnm
adjacent to the vertical axis.

{e) ]&pg_nimpngmwmgssubnuttedtotheOfﬁcemustbenmde k

on paper which is flexible, strong, white, smooth, nonshiny, and
durable. Allsheetsmustbefreefromcmcks,creases,andfolds Only
one side of the sheet shall be used for the drawing. Each sheet must be
reasonably free from erasures and must be free from aiterations,
overwritings, andinterlineations. Photographs must eitherbedeveloped
ondoubleweightphotographicpaperorbepermanentiymountedon
bristolboard. See paragraph (b) of thissection for other requirements

for photographs.

() Sizeofpaper. Alldrawing sheetsinan application mustbethe -

samesize. Oneof the shortersides ofthe sheetisregardedasitstop.
The size of the sheets on which drawings are made must be:

(1) 21.6 cm. by 35.6 cm. (8 1/2 by 14 inches),

(2) 21.6 cm. by 33.1 cm. (8 1/2 by 13 inches),

(3) 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches), or

(4) 21.0 cm. by 29.7 cm. (DIN size A4).

(z) Margins. The sheetsmustnotcontzin frames around thesight;
i.e., the usable surface. The following margins are required:

(1) On21.6cm.by35.6¢cm. (8 1/2by 14inch) drawingsheets, each
sheet must include a top margin of 5.1 cm. (2 inches), and bottom and
side margins of .64 cm. (1/4 inch) from the edges, thereby leaving asight
no greater than 20.3 cm. by 29.8 cm. (8 by 11 3/4 inches).

(2) On21.6cm.by33.1cm. (8 1/2by 13inch) drawingsheets, each
sheet must include a top margin of 2.5 cm. (1 inch) and bottom and side
marginsof .64 cm. (1/4inch) from the edges, therebyleavingasightno
greater than 20.3 cm. by 29.8 cm. (8 by 11 3/4 inches).

(3) On21.6cm.by27.9 cm. (8 1/2by 11 inch) drawing sheets,
each sheetmust include a top margin of 2.5 cm. {1 inch) and bottom and
side margins of .64 cm. (1/4 inch) from the edges, thereby leaving a
sight no greater than 20.3 cm. by 24.8 cm. (8 by 2 3/4 inches).

(4) On 21.0 cm. by 29.7 cmo. (DIN size A4) drawing sheets, each
sheetmustinclude atopmarginofatleast2.5cm., alefiside marginof2.5
cm., a right side margin of 1.5 em., and a bottom margin of 1.0 cm.,
thereby leaving a sight no greater than 17.6 cm. by 26.2 cm.

(h) Views. The drawing mustcontain asmanyviewsasnecessaryto
show the invention. The views may be plan, elevation, section, or
perspective views. Detail views of portions of elements, on a larger scale
if necessary, may also be used. All views of the drawing must be grouped
together and arranged on the sheet(s) without wasting space, preferably
in an upright position, clearly separated from one another, and must not
be included in the sheets containing the specifications, claims, or
abstract. Views must not be connected by projection lines and must not
contzincenter lines. Waveformsofelectricalsignalsmaybe connected by
dashed lines to show the relative timing of the waveforms.

(1) Exploded views. Exploded views, with the separated parts
embraced by a bracket, to show the relationship or order of assembly of
various parts are permissible. Whenan explodedviewisshownin afigure
whichisonthe same sheet asanother figure, theexploded viewshould be
placed in brackets.
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@ mym When necessary, & view of a lazge maching or

 deviceinitsentirety maybebrokeaintopartialviowsonasinglesheet,or

extended over severalsheetsifthere isnolossin facilityof understanding
the view. szalvwwsdtmonsepcrateﬂwm-mdwaysbecapnble

o ofbemg!mkededgemedge so that no partial view contains parts of
- . anotherpartialview. Amalk;tgcalemshouldbemdudedshaw&ngthe
. whole formed by the partial views and indicating the positions of the

parts shown. When a portion of a view is enlarged for magnification

.purposes,thewewandmeenlargedwewmusteachbelabeledas
separate views. :

@) Wherewmontwoormoresheemfom,meffect,amg!e
completewew,thewewsonthesevemlsh@etsmwbewamngedthat
the complete figure canbe assembled without concesling any part of any
of the views appearing on the various shegts.

) (i) Averylongviewmaybedividedinto sevemlpanspheedone
above the otheronasingle sheet. However, the relationshipbetween the
different parts must be clear and unambiguous.

(3) Sectional views. The plane upon which a sectional view is
taken should be indicated on the view from which the sectioniscutbya
broken line. The ends of the broken line should be designated by Arabic
or Romannumeralscorrespondingtotheviewnumberofthesectional
view, and should have arrows to indicate the direction of sight.
Hatching mustbeusedtoindicate sectionportionsof anobject, and
must be made by regularly spaced oblique parallel lines spaced
sufficiently apart to enable the lines to be distinguithed without
difficulty. Hatchingshould notimpede the clear reading of the reference
charactersandieadlines. Ifitisnotpossible toplace reference characters
outside the hatched area, the hatching may be broken off wherever
reference characters are inserted. Hatching must be at a substantial
angle to the surrounding axes or principal lines, preferably 45°. A cross
section must be set out and drawn to show all of the materials astheyare
shown in the view from which the cross section was taken. The partsin
cross section must show proper material(s) by hatching with regularly
spaced parallel obligue strokes, the space between strokesbeing chiosen
on the basis of the total area to be hatched. The various parts of a cross
section of the same item should be hatched in the same manaer and
should accurately and graphically indicate the nature of the material(s)
that is illustrated in cross section. The hatching of juxiaposed different
elements must be angled in a different way. In the case of large areas,
hatching may be confined to an edging drawn around the entire inside of
the outline of the area to be hatched. Different typesof hatchingshould
have different conventional meanings asregards the nature of a material
seen in cross section.

(4) Aliernate position. A moved position may be shown by a
broken line superimposed upon a suitable view if this can be done
without crowding; otherwise, a separate view must be used for this
purpose.

(5) Maodified forms. Modified forms of construction must be
shown in separate views.

() Amangement of views. One view must not be placed upon
another or within the outline of another. All views on the same sheet
should stand in the same direction and, if possible, stand so that they canbe
read with the sheet held in an upright position. I views wider than the
width of the sheet are necessary for the clearest illustration of the
invention, the sheet may be turned on its side so that the top of the
sheet, withtheappropriatetopmargintobeusedzstheheadingspece,
is on the right— hend side. Words must appesr in a horizontsl,
feft—to—right fashion when the page is either upright or wrned so that
the top becomes the right side, ezcept for graphs wtilizing Yandard
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scientific eonventlcn to denote thc axis of absdmm (of X) and the
; axis of ordinates (of Y)

)E W&Oﬂeofthewewsshouldbemmble EE

‘ fokpublwauonmmeamcmaamasmemmumomemnm
(k) Seale.

)} '!‘hewaletowhlchadrawmgumademustbelargeenoughto‘ :
showthemcchanxsmwnthoutcmdmgwhenthedmmngnsreduoedm
snzetotwo-thlrdsmrepmductlon Vxewsofpomonsofthemechamsm~
onalargcrwaleshouldbeusedwhenneecssarytoshowdetmlscleaﬂy .

Two or more sheets maybe usedif one doesnot give sufflcwntroom
The number of sheets should be kept to a minimum. o

(2) When approved by the examiner, the scale of the drawmg
maybe graphically represented Indications such as “actual size” or

- “gcale 1/2” on the drawings, are not permitted, since these lose their

meaning with reproduction in a different format.

(3) Elements of the same view must be in proportion to each

other, unlessadxfferencempropomomsmdlspensable for theclantyof
the view.

Instead of showing elements in different proportion, a supplementary
viewmaybe added giving alarger —scaleillustration of the elementof the
‘initial view. The enlarged element shown in the second view should be
surrounded by a finely drawn or “dot—dash” circle in the first view
indicating its location without obscuring the view.

(1) Chacacter oflines, numbers. and letiers, Alldrawings mustbe
made by a process which will give them satisfactory reproduction
characteristics. Every line, number, and letter must be durable, clean,
black (except for color drawings), sufficiently dense and dark, and
uniformly thick and well—defined. The weight of all lines and letters
must be heavy enough to permit adequate reproduction. This require-
ment applies to all lines however fine, to shading, and to lines
representing cut surfaces in sectional views. Lines and strokes of
different thicknesses may be used in the same drawing where different
thicknesses have a different meaning.

(m) Shading. The use of shadinginviewsisencouragedifit aids
in understanding the invention and if it does not reduce legibility.
Shading is used to indicate the surface or shape of spherical, cylindrical,
and conical elements of an object. Flat parts may also be lightly shaded.
Such shading is preferred in the case of parts shown in perspective, but
notfor cross sections. See paragraph (h)(3) of this section, Spaced lines
for shading are preferred. These lines must be thin, as few in number as
practicable, and they must contrast with the rest of the drawings. Asa
substitute for shading, heavy lines on the shade side of objects can be
used except where they superimpose on each otheror obscure reference
characters. Light should come from the upper left corner at an angle of
45°, Surface delineations should preferablybe shown by proper shading.
Solid black shading areas are not permitted, except when used to
represent bar graphs or color.

(n) Symbols. Graphical drawing symbols may be used for
conventional clements when appropriate. The elements for which such
symbols and Iabeled representations are used must be adequately
identificd in the specification. Known devices should be illustrated by
symbols which bave a universally recognized conventional meaning and
are generally accepted in the art. Other symbols which are not vniversally
recognized may be used, subject to approval by the Office, if they are not
tikely to be confused with existing conventional symbols, and if they are
readily identifiable.

(0) Legends. Suitable descriptive legends may be used, ormaybe
required by the Examiner, where necessary for understanding of the
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‘mmmwwmmmmmas&wl = ‘

wordsaspm&l@ o :
(P) Wumbess, letters am, WL 3 - 8 i
(1) Refmmchum(mmmkmpreﬁeued),sheetmm o

; bem,ahdewnumbemmunbephmandle@lc,mdmusmmbemdm S
. association with brackets or inverted commas, or eaclosed within <
 outlines, e.g., encircled. Theymuxtbeoneutedmthesamedxrectmnas, L
N .thewewsoastoavmdbawngtomtethedwet.mfumcharm \
should be arranged to follow the prafile of the bject depicted.

(2} meBnglwhalphabetmustbeusedforkuen,emeptwh«e
anotheralphabet:scustommlyused smhasﬂleGreekalphabetm
indicate angles, wavelengths, and mathematical formulas. ;

Q) Numbers, letters, and refereuce characters must meuure at
least 32cm. (1/8 inch) in helght. They should not be placed in the
drawing so as to interfere with its comprehensmn Therefore, they
should not cross or mingle with the lines. They should not be placed
upon hatched or shaded Stm When necessary, such asnﬂeatmg a
surface oF cross section, a reference character may be underlined and a
blankspacemaybeleftmthehatchlngorshadmgwherethecharacter .
occurs so that it appears distinct. : o

(4) The same pari of an invention appearing in more than one

view of the drawing must always be designated by the same reference

character, and the same reference character must never be used to
designate different parts.

~ (5) Reference characters not mentioned in the dmnpﬁon shall
not appear in the drawings. Reference characters mentioned in the
description must appear in the drawings.

(q) Lead lines. Lead lines are those lines between the reference
characters and the details referred to. Such lines may be straight or
curved and should be as short as possible. They must originate in the
immediate proximityof thereference character andextendto thefeature
indicated. Lead lines must not cross each other. Leadlines are required
for each reference character except for those which indicate the surface
or cross section on which they are placed. Such a reference character
must be underlined to make it clear that a lead line has not been leftout
by mistake. Lead lines must be executed in the same way as lines in the -
drawing, See paragraph (f) of this section.

(r) Arrows. Arrows may be used at the ends of lines, provided
that their meaning is clear, as follows:

(1) On a lead line, a freestanding arrow to indicate the entire
section towards which it points;

(2) Onaleadline,anarrowtouchingaline toindicate the surface
shown by the line looking along the direction of the arrow; or

(3) Toshow the direction of movemeni.

(s) Copyright or Mask Work Notice. A copyright or mask woek
notice may appear in the drawing, but must be placed within the sight of
the drawing immediately below the figure representing the copyrightor
raask work material and be limited to letters having a print size of 32cm.
to .64 cm. (1/8 to 1/4 inches) high. The content of the notice must be
limited to only those elements provided for by law. Forexample, “ ©1983
John Doe” (17 U.S.C. 401) and “*M* Joha Doe” (17 U.S.C. 908) would
be properly limited and, under current statutes, legally sufficient notices
of copyright and mask work, respectively. Inclusion of a copyright or
maskwork notice will be permitted onlyif the authorization language set
forth in § 1.71(e) is included at the beginning {preferably as the first

pamgraph)ofthespeciﬁcatim
®) Numbering of shegts of drawings. The sheets of drowings

should be nambered in consetative Arehic nemerale, arting with 1, within
the sight as defined in paregraph (g) of this section, These wubers, if
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~ preaent,mrstbeplacedmthemnddleoﬂhetopoﬂbesheet,butmtmthc

. margin, The numbers can be placed on the right—band side if the

‘"-'.,drawmgextendstooclosemthemlddleufthetopedgedﬂlemable

mmmmmmmmmmmm
numbers used as reference characters to avoid confusion. The number of -
eachsheetshouldbeshownbymArabmnumera!splacedonenhemde -
ofanobhquelme,wﬂhdleﬁ'stbemgthesheetnumberandtheseeondiﬁ”
bemgthetotal numberofsheetsof drawmgs,wrthnoother marlung. ~

() Numbeunenim

(1) The drfferentvrewsmustbe numbered mconsecutweArabrc il
pumerals, starting with1, mdependent of the numbenng of thesheets.
and, ﬁpo&ible,mtheordermwhrchtheyappearon the drawmgsheet(s) .

Partial views intended to form osie complete view, on ofie or geveral

sheets, must be ﬂenuﬁed by the same number followed by a caprtal '

letter. View ‘numbers must be preceded by the abbreviation “FIG.”
‘ Whereonlyasmglevrewrsused manapplmtmntorllustratetheclalmed
invention, it must not be numbered and the abbreviation “FIG.” must
not appear. - :
(2) Numbersandlettersrdenufymgthevrewsmustbesrmpleand
clear and must not be used in association with brackets, circles, or
inverted commas. The view numbers must be larger than the numbers
used for reference characters.

(v) Security_markings. Authorized secunty markings may be‘

placed on the drawings provided they are outside the sight, preferably
centered in the top margia.

(w) Corrections. Any corrections on drawings submitted to the
Office must be durable and permanent.

(x) Holes. The drawing sheets may be provided with two holes in
the top margin. The holes should be equally spaced from the respective
side edges, and their center lines should be spaced 7.0 cm. (2 3/4 inches)
apart. (See §1.152 for design drawings, § 1.165 for plantdrawings, and
§ 1.174 for reissue drawings.)

Drawings in compliance with 37 CFR 1.84 prior to its
revision will be acceptable and in compliance with
37 CFR 1.84, as revised, effective Oct. 1, 1993.

Drawings on paper are acceptable although bristol
board is preferred. Corrections thereto must be made in
the form of replacement sheets since the Office does not
release drawings for correction. See 37 CFR 1.85.

Good quality copies made on office copiers are ac-
ceptable if the lines are uniformly thick, black, and solid.
Facsimile copies of drawings however, are not accept-
able (37 CFR 1.6(d)(4)).

Drawings are currently accepted in four different size
formats. It is, however, required that all drawings in a
particular application be the same size for ease of han-
dling and reproduction.

Design patent drawings, 37 CFR 1.152, MPEP
§ 1503.02.

Plant patent drawings, 37 CFR 1.165, MPEP § 1606.

Reissue application drawings, MPEP §  608.02(k)
and § 1413.
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Gorrecnonofdrawmgs,MPEP§60802(p) Pnnw, e
preparat\on ‘and  distibution,  MPEP § 508 and . .
§ 608.02(m).Pm1ts,remrnofdm\nng,MPEP §608m(y)‘_1;

- For pencil notations of classification and name orini- =
trals of assistant exammer tobeplaeed on drawmgs,see’ ol
'.~4:‘MPEP§71703 : IR
~ The filing. ofadmsronal or eontlnuatloncaseunder o
~the provisions of 37 CFR 1.60 (unexecuted case) does = .~
‘not obviate the need for formal drawmgs See MPEP‘-‘ O

Se08020), -
ﬂDEFINI’I‘Ik ) ONS :

‘A number of drfferent terms are used when refemng B

. to drawmgsmpatent apphcatrons The followmg deﬁnr- | Cos

tions are used in this Manual ,
 Original drawings: The drawmg subnntted wnth the .

application when filed. Itmaybe citheraformaloranin- =

formal drawing. - ;

Substitute drawing: A drawmg filed later than the fil-
ing date of an application. Usually submitted to replace
an original informal drawmg ;

Formal drawing: A drawing in a form that complies
with 37 CFR 1.84. Formal drawmgs are stamped “ap-
proved” by the Draftsman. .

Informal drawing: A drawmg which does not comply
with the form requirements of 37 CFR 1.84. Drawings
may be informal because they are not on the proper size
sheets, the quality of the lines is poor, or for other rea-
sons such as the size of reference elements. Such objec-
tions are made by the Draftsman on form PTO—948.

Drawing print: This term is used for the white paper
print prepared by the Micrographics Branch of the
Office Services Divisions of all original drawings. The
drawing prints contain the notation “Print of Drawing as
originally filed” near the top. Drawing prints should be
placed on the top on the right—hand flap of the applica-
tion file wrapper.

Interference print: This term is used to designate the
copy prepared of the original drawings filed in file cabi-
nets separate from the file wrappers and are used to
make interference searches.

The following Form Paragraphs should be used when
notifying applicants of drawing corrections.

sheets of drawings, filed on [1] bave been [2].
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_ 608.02

,ExaminerNote: : '
: i lnbraeketzinsettelmenpprovedordmpptmd.

2. lfapptoved,‘fomparagmph(xwand>oneormeofu

- paragraphs< 6.40 or 6.41 or 6.44 must follow. -
3 lfdnsapptoved anexplanauonmustbcprmnded

9 639 PTONaLongerMakestwmg Changes

- themstmchonsbelow
ExamimNote: ~

must follow.
>9 <640

Infomlatian onHow TbEﬁe'ctmeingChanges
£ 3] . R . S
>INFORMATION ON HOW TO EFFECT
DRAWING CHANGES

1. Correction of Informalities —-— 37 CFR 1.85; 1097 OG 36

New formal drawings must be filed with the changes in-
corporatedtherein. Theartunitnumber,applicationnumber
(including series code) and nmber of drawing sheets should
bewrittenon the reversesideofthe drawings. Applicant may
delayfiling of the new drawings until after receiptofthe “No-
tice of Allowability” (PTOL~37). If delayed, the new draw-
ing MUST be filed within the THREE MONTH shortened
statutory period set for response in the “Notice of Allowabil-
ity” (PTOL—37) to avoid extension of time fees. Extensions
of time may be obtained under the provisioas of 37 CFR
1.136(a) for filing the corrected drawings (butnotfor the pay-
ment of the issue fee), The drawing should be filed as asepa-
rate paper with a transmittal letter addressed to the Official
Draftsperson.

2. Corrvections other than Informalities Neted by Drafis-
person on form PTO-948.

All changes to the drawings, other than informalities
notedby the Draftsperson, MUST be made in the same man-
ner as above except that, normally, a highlighted (preferably
redink)sketch ofthe changes tobe incorporatedintothe new
drawings MUST be approved by the Examiner before the ap-
plication will be allowed. No changes will be permittedtobe
made, other than correction of informalities, unless the Ex-
aminer has approved the proposed changes.

Timing of Corrections

Applicant is required to submit acceptable corrected draw-
ingswithin the THREE MONTH shortened statutory periodset
in the “Notice of Allowability” (PTO>L<-37). Within that

Rev. 1, Sept. 1995

o 'I'HREEMON’I'Hperwd TWOWEEKSshwldbealmdﬁat
 reviewof the new drawingsby the Office. Ifacorrectionisdeter-
‘_ fnuncdtobeunwcepmblebytheOfﬁce,applmtmustmnge;_{, s
- tohaveanacceptable correction re~submittedwithin the origi- ~ ~ .
R nalmREEMONTlipcmdtoavmdthemxtyofobtammg RET
77 - anextension of time with extension fees. 'Iherefore,applmnt;
“The Pstent and Trademark ‘Office no longer makes drawing - ‘.shouldﬁlecomcteddrmmﬂsmasmible S
.changes. 1017 0.G4. Itmapphcant’s responsibility to ensure that the
drawmgsareconecmd Conectwnsmustbemdemaccordancethh -

leure to take con'ectxve &cuon thhm theset (or extended) .

penodwﬂlresuﬂthBANDONMENToftheapplmuon< .
Thlspal‘agl'al’hlsmbeusedwhenevetthelpplmthasﬁleda RN S e

questfortheOfficetomakedrawmgcbanges.Formparagraphﬁ.w ‘q 641 Rem ! That PTU No [ Makes Dmm _.
, ; , " Changes - .

“Applicant is remmded that the Patent and 'Ihldemask Office no

'longermakesdrawmgchangcsandtbatlmapphcam’smspomibﬂnyw o

ensure that the drawmgs are corrected in aowrdancc with the mstruc
tions set forth in papet no. [1], mailed on {2}, :

Examiner Note:

This paragraph lstobeusedwhentheapphcanthasbeenprevmusly
provided with information on how to effect drawing changes (i.e., either
by way of form paragraph 6. 400taPTO-‘>948< hasbeen prevxously
sent). ‘

9 6.42 Reminder That Applicant Must Make Drawing Changes

- Applicant is reminded that in order to avoid an abandonment of
this application, the drawings must be corrected in accordance with the
instructions set forth in paper no. [1] mailed on [2].

Exgminer Notes

‘This paragraph is to be used when allowing the application and
when applicant has previously been provided with informationon bowto
effect drawing changes (i.e., by way of form paragraph 6.40 or a PTO~
*>948< has been previously gent).

§ 6.43 Drawings Consain Informalities, Application Allowed

Thedrawingsfiledon{1] areacceptable subjecttocorrectionofthe
informalities indicated on the attached **>“Notice of Drafiperson’s
Patent Drawing Review” (PTO -9%48) <. Inorder toavoid sbandonment
of this application, correction is required.

Exgminer Notes
Usethisparegraphwhenallowingthe *>application<, pasticulasly
at time of first action issue. Form paragraph 6.40 or 6.41 must follow.

peper no. [ll,mﬂedw[Z],mmbemewﬂ.CmemmMy

be elfected in the m

mer set forth in the shove noled peper.
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PARTS, FORM, AND CONTENT OF ' APPLICATION

APPLICATIONS FILED WITHOUT DRAWINGS

Appli(:atictns filed Without drawiligs 'are “initially in-

spected to determine whether or not -a drawing is re-

ferred toin the specnﬁcatlon, and if, under the statute,
drawing is necessary before the. application can be given
a filing date. Doubtful cases are referred to the supervi-

sory primary examiner for decision as to the need for

such a drawing, If, after an application without a drawing
has been received in the examining group, it is clear that

a drawing is required, the application should be returned

to the Application Branch along with a memorandum in-
dicating that a drawing is required. It has long been the
practice to accept a process case (that is, a case having
only process or method claims) which is filed without a
drawing. The same practice has been followed in com-
position cases. Other situations where drawings are usu-
ally not considered essential for a filing date are:

1. Coated articles or products. Where the invention re-
sides solely in coating or impregnating a conventional
sheet; e.g., paper or cloth, or an article of known and con-
ventional character with a particular composition, the
application containing claims to the coated or impreg-
nated sheet or article, unless significant details of
structure or arrangement are involved in the article
claims.

I1. Articles made from a particular material or com-
position. Where the invention consists in making an article of
a particular material or composition, unless significant details
of structure or arrangement are involved in the article claims.

I11. Laminated structures. Where the claimed in-
vention involves only laminations of sheets (and coat-
ings) of specified material unless significant details of
structure or arrangement (other than the mere order
of the layers) are involved in the article claims.

IV. Articles, apparatus or systems where sole distin-
guishing feature is presence of a particular material. Where
the invention resides solely in the use of a particular ma-
terial in an otherwise old article, apparatus or system re-
cited broadly in the claims; for example,

a. Hydraulic system distinguished solely by the use
therein of a particular hydraulic fluid;

b. Packaged sutures wherein the structure and arrange-
ment of the package are conventional and the only distin-
guishing feature is the use of a particular fluid.

600 - 69

- 608.02
APPLICATIONS FILED WITHOUT ALL FIGURFS
' - OF DRAWINGS '

 Applications filed without all ﬁgm's of drawing de-

_scribed in the specification are not given a filing date

since they are “prima facie” incomplete. The filing date is -

the date on which the omitted figures are filed. See
MPEP § 601.01. If the oath or declaration for the ap-
plication was filed prior to the submission of all ﬁgures of
the drawing, the submission of any omitted figures must -

be accompanied by a supplemental oath or declaration

stating that the omitted figures accurately illustrate and
are a part of applicant’s invention. If the oath or declara-

tion for the application was not filed prior to the submis-
sion of the omitted figures, the oath or declaration, when

filed, must include a specific reference to the figures

originally omitted. If any applicant believes that omitted
figures of an application are not necessary for an under-
standing of the subject matter sought to be patented, ap-
plicant may petition to have the application accepted
without the omitted figures. Any such petition must be
accompanied by the petition fee (37 CFR 1.17(h)) and
an amendment cancelling from the specification all ref-
erences to the omitted figures and any claims which de-
pend upon the omitted figures for disclosure and sup-
port. Also, if the oath or declaration for the application
was filed prior to the date of the amendment and peti-
tion, the amendment must be accompanied by a supple-
mental declaration by the applicant stating that the in-
ventionis adequately disclosed in, and a desire to rely on,
the application as thus amended for purposes of an origi-
nal disclosure and filing date. If the oath or declaration
for the application was not filed prior to the date of the
petition and amendment, the oath or declaration, when
filed, must include a specific reference to the amend-
ment canceling from the specification all references to
the omitted figures and any claims which depend upon
the omitted figures for disclosure and support. The peti-
tion requesting that the application be accepted without
the omitted drawing figures should be directed to the Of-
fice of the Assistant Commissioner for Patents and re-
quest relief under 37 CFR 1.182.

Frequently, applications are filed containing draw-
ings with several views of the invention where the views
are labeled using a number-letter combination; for ex-
ample, the drawings may contain figures labeled “Fig. 1 *
>A<”, and “Fig. 1 * >B<”, but the specification
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descnbes a“Flg 1*” In vu'tually all of these cases, ﬂmm'

m_no_i‘ﬂm_l_’_mmm Instead, the reference in the

speclﬁcatlon to the figure is a typographical erfor, that
is, the speclficatlon should read “Figures 1A=1*>B<”
instead of “Flgure 17, Appllcatlon Division: will not treat

an apphcatlon as bemg meomplete if a figure which is re-

ferred to in the speclﬁcatmn bya: particular number can-

not be located among the drawings, if the drawings con-

tain at least one figure labeled with that particular num-

ber in combmatlon with a letter. For example, an ap-

plication will not be treated as mcomplete if “Figure 1”is -
mentioned in the speclﬁcatlon (in either the brief or de-

tailed descrlptlon), but the drawings contain figures la-
beled “Fig. 1A”, “Fig. 1B, etc. The error which exists in

the spemﬁcatlon should be corrected, however. Applica-

tion Division will treat an appllcatlon as incomplete in all
other instances where a drawing figure is mentioned in

the specification, but the figure is not present in the

drawings ﬁled
ILLUSTRATION SUBSEQUENTLY REQUIRED

The acceptance of an application without a drawing
does not preclude the examiner from requiring an
illustration in the form of a drawing under 37 CFR
1.81(c) or 37 CFR 1.83(c). In requiring such a drawing,
the examiner should clearly indicate that the require-
ment is made under 37 CFR 1.81(c) or 37 CFR 1.83(c)
and be careful not to state that he or she is doing so “be-
cause it is necessary for the understanding of the inven-
tion,” as that might give rise to an erroneous impression
as to the completeness of the application as filed. Ex-
aminers making such requirements are to specifically re-
quire, as a part of the applicant’s next response, at least
an ink sketch or permanent print of any drawing pro-
posed in response to the requirement, even though no al-
lowable subject matter is yet indicated. This will afford
the examiner an early opportunity to determine the suf-
ficiency of the illustration and the absence of new mat-
ter. See 37 CFR 1.118 and 37 CFR 1.81(d). The descrip-
tion should of course be amended to contain reference to
the new illustration. This may obviate further correspon-
dence where an amendment places the case in condition
for allowance, except for the formal requirement relat-
ing to the drawing. In the event of a final determination
that there is nothing patentable in the case, a formal
drawing will not be required.

Rev. 1, Sept. 1995
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BLACK AND WHITE PHOTOGRAPHS
- 37CFR184. smmm for drawings.

T I TI

) Euotograps. | o
M mmkmd.!bm PmmgmphsarenMotdmanlypemauedm
utility and design patent applications. However, the Office will accept

- photographsin utility and design patent applications only after granting
’ apeuuonﬁledunderﬂuspangnphwluchreqmthatphowmphsbe

accepted. Anywehpeunonmustmcludethefoﬂowmg:
‘ (i) The appropeiate fee set forthin § 1. 17(h),
(i) Three (3) sets of phiotographs, '
Photographs must either be developed on double wenght pbeto— .
graphic paper or be permanently mounted on bristol board, The
photographsmustbeofsufﬁclentquahtysothatalldemﬂsmﬂ:edrawmg
are reproducible in the printed patent,

(2) Color. Color photographs will be aecepted in uullty patent

applications if the conditions for accepting color drawmgs have been
satisfied. See paragraph (a)(2) of this section. ‘

Photographs are not nermally considered to be prop-
er drawings. Photographs are acceptable for afiling date
and are generally considered to be informal drawings.
Photographs may be acceptable as formal drawings when
a petition filed under the provisions of 37 CFR 1.84 (b) is
granted. The petition must be accompanied by the fee
set forth in 37 CFR 1.17 (h) and three (3) sets of the
photographs in question. Photolithographs of photo-
graphs are never acceptable. See In re Taggart et al., 1957
C.D. 6,725 O.G. 397 and In re Myers, 1959 CD. 2,
738 0.G. 947.

PETITIONABLE SUBJECT MATTER

The Patent and Trademark Office is willing to accept
photographs or photomicrographs (not photolitho-
graphs or other reproductions of photographs made by
using screens) printed on sensitized paper in lieu of India
ink drawings, to illustrate inventions which are incapable
of being accurately or adequately depicted by India ink
drawings; e.g., crystalline structures, metallurgical mi-
crostructures, textile fabrics, grain structures and orna-
mental effects. The photographs or photomicrographs
must show the invention more clearly than they can be
done by India ink drawings and otherwise comply with
the rules concerning such drawings.

Such photographs to be acceptable must be made on
photographic paper having the following characteristics
which are generally recognized in the photographic
trade: double weight paper with a surface described as
smooth; tint, white, or be photographs mounted on prop-
er size bristol board.



PARTS, FORM, AND CONTENT OF APPLICATION

- See MPEP § 1503 02 for discussion of photographs
wsed in des:gn patent apphcatlons

COLOR DRAW]NGS OR COLOR
o PHOTOGRAPHS |

37 CFR 1.84. Standards Jor dmmngs :
-(a) Drawings. There are two acceptable categories for presenting
drawings in utl!ny patent applications:

vEREE

(2) Q:lm; On meoccasions,colordmwingmaybenecessaryas
the only practical medium by which te disclose the subject matter sought
to be patented in a utility patent application or the subject matter of a
statutory invention registration. The Patent and Trademark Office will
accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The appropriate fee set forth in § 1.17(h);

(ii) Three (3) sets of color drawings; and

(iif) The specification mustcontain the followinglanguage as the
first paragraph in that portion of the specification relating to the brief
description of the drawing:

“The file of this patent contains at least one drawing executed in colow:
Copiesof this patent with color drawing(s) will be provided by the Patentand
Trademark Office upon reguest and payment of the necessary fee.”

Ifthelanguageisnotin thespecification, aproposedamendmentto
insert the language must accompany the petition.

(b) Bhotographs.
L1 122
(2) Colgr. Color photographs will be accepted in utility patent
applications if the conditions for accepting color drawings have been
satisfied. See paragraph (a)(2) of this section.

ERRHR

Limited use of color drawings in utility patent ap-
plications is provided for in 37 CFR 1.84(a)(2) and
(b)(2). Unless a petition is filed and granted, the Drafis-
man wiil not approve color drawings or color photo-
graphs in a utility or design patent application. The ex-
aminer must object to the color drawings or color
photographs as being improper and require applicant ei-
ther to cancel the drawings or to provide substitute black
and white drawings.

Under 37 CFR 1.84(a)(2) and (b)(2), the applicant
must file a petition with fee requesting acceptance of the
color drawings or color photographs. The petition is de-
cided in the Office of the Group Director.

Where color drawings or color photographs are filed
in a continuing application, applicant must renew the
petition under 37 CFR 1.84(a)(2) and (b)}2) even
though a similar petition was filed in the prior applica-
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tion. Until the renewed petition is granted, the examiner
must object to the color drawmgs or color photographs as
being improper. .
In light of the substantlal adnumstrahve and €co-
nomic burden associated with printing a utility patent '
with color drawings or oolor photograpbs, the patent
copies which are printed at issuance of the patent will de-
pict the drawings in black and white only. However, a set
of color drawings or color photographs will be attached
to the Letters Patent. Moreover, copies of the patent
with color drawings or color photographs attached there-
to will be provided by the Patent and Trademark Office
upon special request and payment of the fee necessary to
recover the actual costs associated therewith.
Accordingly, the petition must also be accompanied
by a proposed amendment to insert the following lan-
guage as the first paragraph in the portion of the specifi-
cation containing a brief description of the drawings:

The file of this patent contains at least one drawing
executed in color. Copies of this patent with color drawing(s)
will be provided by the Patent and Trademark Office upon
request and payment of the necessary fee.

It is anticipated that such a petition will be granted
only when the Patent and Trademark Office has deter-
mined that a color drawing or color photograph is the
only practical medium by which to disclose in a printed
utility patent the subject matter to be patented.

It is emphasized that a decision to grant the petition
should not be regarded as an indication that color draw-
ings or color photographs are necessary to comply witha
statutory requirement. In this latter respect, clearly it is
desirable to file any desired color drawings or color
photographs as part of the original application papers in
order to avoid issues concerning statutory defects (e.g.,
lack of enablement under 35 U.S.C, 112 or news matter
under 35 U.S.C. 132). The filing of the petition, however,
may be deferred until acceptable formal drawings are re-
quired by the examiner.

NOTIFYING APPLICANT

If the original drawings are informal but may be ad-
mitted for examination purposes, the draftsman indi-
cates on a 2—part form, PTO-948, what the informali-
ties are and that new corrected drawings are required. In
either case, the informal drawings are accepted as satis-
fying the requirements of 37 CFR 1.51.

Rev. 3, Sept. 1995
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The exammers are dlrected to advise the appllcants :
by way of form PTO~948 (sce MPEP § 707.07(a)) in the -

first Office action of the conditions which the draftsman
considers to render the drawmg informal. -

Drawmg corrections should be- made when the ap-’

plication is in issue unless the examlner requues correc-
tion at an earlier date, - -

If the examiner dlSC(WGl’S a defect in the oontent of
the drawing, the apphmnt should be notified by usmg a
Form Paragraph where appropnate

9 6.21 New Dmmngs, Competent *>Drafiperson<

New formal drawings are required in this application because {1}
Applicant is advised to employ the services of a competent patent
*>drafiperson< outsxdetheOfﬁce,asthePatentand'ﬂ-ademark Office
no longer prepares new drawings. - :

9 622 Drawmgs Ob_zected i)
The drawings are objected to because [1]. Correction is requlred

Examiner Note:
Follow with paragrapb 6.27, if appmpnate

% 6.23 Subject Matter Admits of lllustration

The subject matter of this application admits of iliustration by a
drawing to facilitate understanding of the invention. Applicant is
required to furnish a drawing under 37 CFR 1.81.

Examiner Note:
When requiring drawings before examination, use P>T<QOL~-%)
form and set a two—month time period.

9 6.24. Informal Drawings

This application has been filed with informal drawings which are
acceptable for examination purposes only. Formal drawings will be
required when the application is allowed.

9 6.24.>0<1 Photographs and Color Drawings, Petition
Required

The drawings are considered to be informal because they fail to
comply with 37 CFR § 1.84 (g)(1) which requires black and white
drawings using India ink or its equivalent.

Photographs and color *>drawings< are acceptable only for
examination purposes unless a petition filed under 37 CFR * 1.84 (2)(2)
or (b)(1)is granted permitting their use as formal drawings. Intheevent
applicantwishes touse the drawings currently onfile as formal drawings,
a petition must be filed for acceptance of the photographs or color
drawingsasformal drawings. Any such petition mustbe accompanied by
the appropriate fee asset forth in 37 CFR 1.17 (h), three sets of drawings
or photographs, as appropriate, and, if filed under the provisions of 37
CFR * 1.84 (a)(2), an amendment to the first paragraph of the brief
description of the drawingg section of the specification which states:

“The file of this patent contains at least one drawing
executed in color. Copies of this patent with color drawing(s)
will be provided by the Patent and Trademark Office upon
request and payment of the necessary fee.”

Rev. 1, Sept. 1995
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"ExanﬁnerNeﬁe:
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R 'lfthcappimuanwmamsphomgtaplnmwhrdtmnpﬂthedrmngs
e reqmredby37CFR1 81

1 626 InfmnalewmgsDoNotPamztExanunaaon .
* “The informal drawings are not of sufficient quality to perrmit

‘emmnatlon Accordingly, newdramngsarerequuedmmspmtoﬂus ‘

Ofﬁceactm

Exzaminer Note: '
'Use PTOL-%0 form and set a 2~month time penod

9 6 27 Correction Held in Abeyance

Applicant is required to submit a proposed dtawmgcorrecuonm
response to this Office action. However, execution of the noted defect
will be deferred until the apphcauon is allowed by the examiner.

DRAWING REQUIREMENTS

The first sentence of 35 U.S.C. 113 requires a draw-
ing to be submitted upon filing where such drawing is
necessary for the understanding of the invention. In this
situation, the lack of a drawing renders the apphcatlon
incomplete and, as such, the application cannot be given .
a filing date until the drawing is received. The second
sentence of 35 U.S.C. 113 deals with the situation where-
in a drawing is not necessary for the understanding of the
invention, but the case admits of illustration and no
drawing was submitted on filing. The lack of the drawing
in this situation does not render the application incom-
plete but rather is treated much in the same manner as an
informality. The examiner should require such drawings
in almost all such instances. Such drawings could be re-
quired during the processing of the application but do
not have to be furnished at the time the application is
filed. The applicant is allowed at least 2 months from the
date of the letter requiring drawings to submit them.

Handling of Drawing Requirements Under the Firs¢
Sentence of 35 US.C. 113

The Application Branch examiner will make the ini-
tial decision in all new applications as to whether a draw-
ing is “necessary” under the first sentence of 35 U.S.C.
113, A drawing will be considered necessary under the
first sentence of 35 U.S.C. 113 in all cases where the
drawing is referred to in the specification and one or
more figures have been omitted.
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The determmatmn under 35 US.C. 113 (first sen-
‘tence) as to whena drawmg is necessaxy will be handled

“in the Apphmtlon Branch aocordmg to the following
procedure, The Applwatlon Branch formahty examiners .
will make the initial determination whether or not draw- - .
~"cant should be: required to unmednately submit. formal
'ydrawmgs However, if the informal drawmgs donotper-
it examination and the supervisory primary examiner
 believes the drawmgs are of such a character as to render
- the application defective under 35 U.S.C. 112, examina-

ings are. reqmrcd for the understandmg of the subject
matter of the.

: needed for an understandmg of the invention, will be re-
ferred to the Classification and Routmg Unit of the Ap-

plication Branch for advice. If ‘the Classnﬁcatlon and
- Routing Umt cannot reach a prompt and decisive re- -

sponse, the appllcatxon wnll be referred to the supeiviso-
1y primary examiner for a determination. When draw-
ings are required, the apphcatlon is treated as incom-

plete and the applicant is so informed by the( Application

Branch. The filing date will not be granted and applicant

will be notified to complete the application (37 CFR

1.53). However, the practice with respect to chemical
casesis that, unless a drawing or drawing figure is specifi-
cally referred to in the specification of the application,
the application will initially be considered by the Ap-
plication Branch formality examiner as being complete
and will be given a filing date. Only in those chemical
cases wherein there is a reference in the specification to
a drawing and no drawing was present on filing will a
chemical application initially be held incomplete and de-
nied a filing date. If a drawing is later furnished, a filing date
may be granted as of the date of receipt of such drawing,.

If an examiner feels that a filing date should not have
been granted in an application because it does not con-
tain drawings, the matter should be brought to the atten-
tion of the supervisory primary examiner (SPE) for re-
view. If the SPE decides that drawings are required to
understand the subject matter of the invention, the SPE
should return the application to the Application Branch
with a typed, signed, and dated memorandum requesting
cancellation of the filing date and identifying the subject
matter required to be illustrated.

608.02(a) New Drawing — When Required
[R-1]
Utility and design patent applications should be tak-

en up for the first Office action without a request for for-
mal drawings unless the informal drawings are so unclear

that they do not facilitate an understanding of the inven-

tion as to permit examination of the application. If at the
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ntion: Mechanical and electrical cases
which lack a drawmg, but in which one: appears tobe

permit reasonable examination of the apphcatlod, apph

tion should begin immediately with a requirement for

formal drawings and a rejection of the claims asnotbeing -
. in compliance wnth 35US. C 112, ﬁrst paragraph bemg
‘made.

‘Formal drawmgs should be reqmred when the ap-
plication is allowed.
* Forms PTOL~326 and 37 now provide ntems for re-
quiring formal drawings. .
Form Paragraph 6.45 may also be used to inform ap-
plicant that formal drawings are required.

@ 6.45 Application Allowed, Formal Drawings Needed

. Formal drawings are now required and must be filed within the
**>THREE MONTH< shortened statutory period setfor responsein -
the “Notice of Allowability” (PTOL—37). Extensions of time may be
obtained under the provisions of 37 CFR 1. 136(a) Failure to timely
submit the drawings will result in ABANDONMENT of the application.
Thedrawings should be submitted as a separate paper with a transmittal
letter which is addressed to the Official * > Draftperson<. The art unit
number, * >application < number, and numberof dramngsheetsshould
be written on the reverse side of the drawings.

Handling of Drawing Requirements Under the Second
Sentence of 35 U.S.C. 113

35 U.S.C. 113 deals with the situation wherein the
drawing is not necessary for the understanding of the in-
vention, but the subject matter admits of illustration by a
drawing and the applicant has not furnished a drawing.
The lack of the drawing in this situation does not render
the application incomplete but rather is treated as an in-
formality. A filing date will be accorded with the original
presentation of the papers, despite the absence of draw-
ings. In these situations, a drawing or further illustration
will normally be required by the examiner. This should
be done prior to examination in a separate letter. The ex-
aminer should require additional drawings, where ap-
propriate, as early as possible since the possession of the
additional drawings would facilitate the examination
process. A letter requiring drawings may contain word-
ing similar to the following:
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- aminer’s docket, or if at the time the applicationistaken .

- up for actxon,thcsupervlsorypmnaryaammerbcheves_

- the informal drawings to be of such a condition as to not



608.02 (b)

Themmlmrhaadecukdthatthembjmmwofthm
 application admits of illustration by a drawing and that a
dramngmuldfmmatetheundemandmgofthesublectmm- .
terdisclosed. (Conunuewuhaspeclﬁcmennonofthoaeltems :
_of which drawings are desired, ) Applicant is required to fur-
- nisha drawing under 37 CFR 1.81 (Incorporatein Office ac-
-tlonorsendasepmatelettersemnga2-momhpenodforre-

sponse.) - .

_ The applicant should be gwen at least 2 months from
the dateof a rcqulrement to submit drawings made in a
separate letter. If the requirement for drawings is in-
cluded in an Office action, the time for supplying the
additional drawmgs will be the same as the time for re-
sponse to the Office action. :

RECEIPT OF DRAWING AFTER THE
- FILING DATE

If new matter is noticed by the examiner in a substi-
tute or additional drawing, the drawing should not be en-

tered. It should be objected to as containing new matter.

A new drawing without such new matter may be required
if the examiner feels a drawing is needed under 37 CFR
1.81 or 1.83. The examiner’s decision would be review-
able by petition to the Commissioner under 37 CFR
1.181. The decision on such a petition would be handled
by the group director.

UNTIMELY FILED DRAWINGS

If a drawing is not timely received in response to a let-
ter from the examiner who requires a drawing, the ap-
plication becomes abandoned for failure to respone.

For the handling of additional, duplicate, or substi-
tute drawing, sce MPEP § 608.02(h).

608.02(b) Informal Drawings [R—1]

37 CFR 1.85. Corrections to drawings.

(a) The requirements of § 1.84 relating to drawings will be strictly
enforced. A drawing not executed in conformity thereto, if suitable for
reproduction, may be admitted for examination but in such case a new
drawing must be furnished.

(b) ThePatent and Trademark Office will not release drawingsin
applications having a filing date after January 1, 1989, or any drawings
fromany applicationsafter January 1, 1991, for putposesofcorrection. If
corrections are necessary, new corrected drawings must be submitted
within the time set by the Office.

(c) When corrected drawings are required to be submitted at the
time of allowance, the applicant is required to submit acceptable
drawings within three months from the mailing of the “Notice of
Allowability.” Within that three—month period, two weeks should be
allowed for review of the drawings by the Drafting Branch. If the Office
finds that correction is necessary, the applicant must submit a new
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mmdm;mmom“mm«wmnmm .
10 avoid the necessity of obtaining an extension of time and paying the

extension fee, Theeefore, the applicant should file corrected drawingsas
' soon as possible following the receipt of the Notice of Aliowsbility. The -
- provisions with respect to obtaining an extension of time relates only to
thelateﬁhngofoorrecwddrmngs.'l‘heumehmnfmpaymntoﬂhe o

lssuefeemaﬁxedmree—moaﬂxpemdwmchcamotbemndedasset
fortthSUSC.lSl ,

: In mstances where the draivihg is'such that the pro-
secution can be carried on without the corrections, ap- -
plicant is informed of the reasons why the drawing is -

-objected to on Form PTO-948 or in an examiner’s ac-

tion, and that the drawing is admitted for examination
purposes only (see MPEP § 707.07(a)). To be fully re-

sponswe, an amendment must include a Tequest for
- drawing oorrectlons when the application is allowed or

an appeal is filed. See 37 CFR 1.111(b).
' INFORMAL DRAWINGS

To expedite filing, applicants sometimes submit ap-
plications with informal drawings. Such applications are
accepted by Application Branch for filing only, provided
the informal drawings are readable and reproducible.
Applicant is notified on Form PTO-948 or in an Office
action that formal drawings, in compliance with 37 CFR
1.84 will be required when the application is allowed.
Form Paragraph 6.24 may be used for this purpose.

9 6.24 Informal Drawings

This application has been filed with informal drawings which are
acceptable for examination purposes only. Formel drawings will be
required when the application is allowed.

This form paragraph may be followed by Form Para-
graph 6.24.>0<1 if applicabie.

Alternatively, the examiner may check the appropri-
ate box on the Office Action Summary, PTOL-326.

HANDLING OF NEW DRAWINGS

In those situations where an application is filed with
informal drawings, applicants are requested to wait until
they receive their “Notice of *>Draftperson’s< Patent
Drawing Review” form, PTO--948 or the first Office ac-
tion utilizing form PTOL~326 or PTOL~37 from the
group art unit before submitting the formal drawings.
The letter of transmittal accompanying the formal draw-
ings should identify the group art unit indicated on form
PTO-948 or form PTOL—326. If the informal notifica-
tion appears on form PTOL 37, the date of the mailing
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of the Notice of Allowanoc and Issue Fee as well as the

Issue Batch Number must be given. Also, cach sheet of
- the drawmg should include the serial number and group
" art unit in the upper right maxgm In the past, some

. 'dramngs have been misdirected because the group art -
“unit mdlcated on the. ﬁhng recelpt was used rather than

- that mdwated on the mformal notlce forms. .

The draftsman isthe Judge of drawmgs, asto the exe- .

- cutxon of the same, and. the arrangement of the views

thereon, while the examiner is the judge as to the suffi- -
ciency of the showmg The drawmgs received withanap--
plication are mspected by the. *>draftperson< If the -

drawing is satlsfactmy, ke or she stamps on ‘each sheet
“Approved by Draftsman” and checks the approved box- _

on Form. PTO—948 See also MPFP § 608. 02
RECEIPT OF SUBSTITUTE DRAWINGS

i subsntute drawmgs are tzmely ﬁled, the clerk should
immediately send the new substitute drawings with the file-

wrapper to the *>Draftperson< for approval as to form.

If the application is allowed on the first action, the

examiner should require formal drawmgs using form
PTOL-37.

COMPARISON OF SUBSTITUTE DRAWINGS

In wutility apphc‘atnons, the examination will normally
be conducted using any informal drawings presented.
‘The sufficiency of disclosure, as concerns the subject

matter claimed, will be made by the examiner utilizing

the informal drawings. IT IS APPLICANT’S RESPON-
SIBILITY TO SEE THAT NO NEW MATTER IS
ADDED when submitting substitute drawings since they
will not normally be reviewed by an examiner. Of course,
if the examiner notices new matter in the substitute
drawings, appropriate action to have the new matter de-
leted should be undertaken.

608.02(c) Drawing Print Kept in File
Wrapper

The drawing prints must always be kept on top of the
papers on the right side of the file wrapper so asto be vis-
ible upon opening the wrapper and to permit them to be
casily detached.

Applications may be sent to issue or to the Files Re-
pository without the original drawing, if any, if the draw-
ing cannot be located. For an application sent to issue
with missing drawings, see MPEP § 608.02(z). For aban-
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Upon initial processing, the ongmal drawmgs are"

_~placed in the center portion of the application file =~
* wrapper underncath the application papers by the Mi- =
- crographics Branch, 'Iheformaldmwmgsmouldbere-' Y
' tmncdmthnsposmon ‘ ‘ S

' 608.02(d) Complete Illustration in

l)rawings [R-—l]

-37CFR183 Contentofdmwmg R L

(&) 'Ihedrawmgmustmowevetyfeamteofthemvenuonspeuﬁed' 2
in'the claims. However,eenventlomlfeamresdmc!medmmedesmp-} R
: tmnandclmms,wherethelrdetmledlllustrmon is Dot essential fora .
" proper understanding of the jnvention, should: ‘be illustrated in'the . . .
~ drawing inithe form of a yaphxcal drawing wmbol or a labeled"‘ L
'representauon (e. g.alabeled rectangular box). - S

(b) When the. invention congists of an nnpmvement on an old" FR IO

machme the drawing must when pem'ble exhibit; in oneor more views,

 the improved portion itself, disconnected from the old structure, and -
'alsomanothervxew,somuchonlyoftbeoldstmcturemmﬂsufﬁceto.

show the connection of the invention therewith, ' . .
(c) ‘Where the drawings do not comply thh the requlrements of )

' paragraphs (a) and (b) of this section, the examiner shall require such

additional illustration within a time penod of not less than two monthe
from the date of the sending of a notice thereof. Such correctwns are
subject to the reqmrements of§1 81(d) : :

Any structural detail that is of suff.iclent 1mportanoe
to be described should be shown in the drawing, (Exparte
Good, 1911 C.D. 43; 164 0.G. 739.)

Form Paragraph 6.36 should be used to require
lllustratlon '

9636 meings Do Not Show Claimed Subject Matter'

The drawings are objected to under 37 CFR 1.83(a). The drawings
must show every feature of the invention specified in the claims.
Therefore, the [1] must be shown or the feature ** cancelled from the
claim. No new matter should be entered. '

Examiner Note:
In bracket 1, insert the features that *>must< be shown.

See also MPEP § 608.02(a).

608.02(e) Examiner Determines
Completeness of Drawings

The examiner should see to it that the figures are cor-
rectly described in the brief description of the specifica-
tion and that the reference characters are properly ap-
plied, no single reference character being used for two
different parts or for a given part and a modification of
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608.02(f) -

such part, but there should be 1o superﬂuous illustra-
tions.

608.02(D _mmﬁons m Drawings

. Modifications may not be shown in broken lines on
figures which show in solid lines another form of the in-
vention. Ex parte Badger, 1901 C.D. 195; 97 O.G. 1596.

All modifications described must be illustrated, or
the text cancelled. (Ex parte Peck, 1901 C.D. 136; 96 O.G.
2409.) This requirement does not apply to a mere refer-
ence o minor variations nor to well known and conven-
tional parts.

608.02(g) lllustrétion of PriorArt [R-1]

Figures showing the prior art are usually unnecessary
and should be cancelled, Ex parte Elliott, 1904 C.D. 103;
109 O.G. 1337. However, where needed to understand
applicant’s invention, they may be retained if designated
by a legend such as “Prior Art.” '

If the prior art figure is not labeled, the * >form<
paragraph >6.36.01 < may be used.

>1 6.36.01 Hlustration of “Prior Art”<
Figure [1] should be designated by a legend such as Prior Art in
order toclarify what is applicant’s invention. (See MPEP § 608.02(g)).

608.02(h) Additional, Duplicate, or
Substitute Drawings

When an amendment is filed stating that at the same
time substitute or additional sheets of drawings are filed
and such drawings have not been transmitted to the ex-
amining group, the docket clerk in the examining group
should call the Application Branch before entering the
amendment to ascertain if the drawing was not received.
In the next communication of the examiner, the appli-
cant is notified if the drawings have been received and
whether or not the substitute or additional drawings
have been entered in the appli-cation.

Additional and substitute drawings, together with the file
wrapper, are routed through the Drafting Branch where any
defects in execution will be noted. I there are none, they will
be stamped, “APPROVED BY DRAFTSMAN.” When
such drawings are considered by the examiner, it should be
kept in mind that the “APPROVED” stamp applies only to
the size and quality of paper, lines rough and blurred, and
other details of execution. The additional or substitute
drawing sheets should be entered by the apgplication clerk
after approval by both the draftsman and the examiner.

Rev. 1, Sept. 1995
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The examiner should not overlook such factors as
new matter, the necessity for the additional sheets and

consistency with other sheets. Clerks will routinely enter -
 all additional and substitute sheets on the file wrapper.

Additional and substitute sheets of drawings are also in-
dicated on the face of the file wrapper under the heading
“Parts of application separately filed.” If the examiner
decides that the sheets should not be entered, applicant
is so informed, giving the reasons. The entries made by
the clerk will be marked “(N.E.).” :

Form Parggraph 6.37 may be used to acknowledge
corrected or substituted drawmgs

9 637 Acknowledgment of Corrected or Substituted Drawmgs
The corrected or substitute drawings bave been received on {1}
These drawings are [2].

Examiner Note:

1. In bracket 2, insert either — acceptable — or — not
acceptable—.

2. I not acceptable, an explanation must be provided.

3. If not acceptable because of informalities noted on the
PTO-948, use form paragraph 6.43.

Altematively, PTOL—326 Office Action Summasy, in-
cludes a block for acknowledgment of cosrected or substitute
drawings.

If an additional sheet of drawing is considered unnec-
essary and the original drawing requires alterations
which are taken care of in the proffered additional sheet,
the latter may be used in lieu of the usual sketch required
in making the correction of the original drawing.

For return of drawing, see MPEP § 608.02(y).

608.02(i) Transfer of Drawings From Prior
Applications

Transfer of drawings from a first pending application
to another will be made only upon the granting of a peti-
tion filed under 37 CFR 1.182 which must set forth a
hardship situation requiring such transfer of drawings.

608.02(m) Drawing Prints

Preparation and distribution of drawing prints is dis-
cussed in MPEP § 508.

Prints are made of the drawings of an acceptable ap-
plication. These prints are marked “Prints of drawing as
originally filed” and are entered in the application, given
a paper number, and kept on top of the papers on the
right side of the file wrapper, sec MPEP § 717.01(b).
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All prints and mked sketches subsequently filed tobe

part of the record are endorsed with the date of theirre- -
ceipt in the Ofﬁce and given theu' appropnate paper- B

number.
The prmt bemg thus an: ofﬁcral paper in the reeord
should not be marked or in any way altered. The original

drawing, of course, ‘should not be marked up by the ex- ’

aminer. Where, as in an electrical wiring case, it is desir-
able to identify the various circuits by different colors, or
in any more or less complex case, it is advantageous to
apply legends arrows, or other indicia, an additional
print for such use should be made or ordered by the ex-
aminer and placed unofficially in the file.

Prints remain in the file at all times except as pro-
vided in MPEP: § 608.02(c).

INTERFERENCE PRINTS

A print is prepared of each drawing in all applica-
tions having a filing date. This interference print is in
addition to the drawing print on white paper.

Primary examiners should place the classification
and the name of the examiner on the interference print.

The interference prints are located above the draw-
ing prints on the right—hand portion of the file wrapper
when initially received in the examining group.

After the application has been classified and assigned
to an examiner, the interference prints should be re-
moved and placed in the drawing cabinets.

If an application has several sheets of drawings, the
interference prints should be stapled together at their
bottom edges before being filed. If the number of sheets
of prints is too large to be stapled, a fastener should be
placed through the holes at the top.

The time when the interference prints are removed from
the drawing cabinets is determined by the group director.

The drawings filed by applicant remain in the file
wrapper.

608.02(n) Duplicate Prints in Patentability
Report Cases

In patentability report cases having drawings, the ex-
aminer to whom the case is assigned should normally ob-
tain a duplicate set of the interference prints of the draw-
ing for filing in the group to which the case is referred.

When a case that has had patentability report pro-
secution is passed for issue or becomes abandoned, noti-
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S 608.02(9)
fication of this fact is given by the group having jurisdic-

tion of the case to each group that submitted a patent-

ability report. 'lheexammerofeaehsuchreperung =

- group notes the date of allowance or abandonment on

his or her duphcate set of prints. At such time as these -

. prints become of no value to the reportmg group, they’

may be destroyed.

, 608.02(0) Dates Entererl on Drawing

The Incoming Mail Section (mail room) stamp and
the “Corrected” stamp applied by the Drafting Branch

 are impressed on the back of the drawings. If the draw- -

ings are filed in the Examining Group, the group receipt -
date stamp should be apphed to the back of the drawing
near the top.

Approval of the Drafting Branch is indicated by aleg-
end associated with the “O.G. Fig. Cl. ... Sub...
on the front of each sheet..

608.02(p) Ceorrection of Drawings

37 CFR 1.123. Amendments to the drawing. ,
No change in the drawing may be made except with permission of
the Office. Permissible changesin the constructionshowninany drawing
maybe madeonlyby the submissionof asubstitute drawingby applicant.
Asketchin permanentink showing proposed changes, to become pastof
the record, must be filed for approval by the examiner and should be a

separate paper.

NOTE.—Correction is deferrable, see MPEP
§ 608.02(b); correction at allowance and issue, see
MPEP § 608.02(w) and MPEP § 1302.05.

A cancelled figure may be reinstated. An amendment
should be made to the specification adding the brief de-
scription if a cancelled figure is reinstated.

608.02(q) Conditions Precedent to
Amendment of Drawing [R—1]

No alterations will be permitted unless required by an
examiner’s letter in each case or proposed in writing by
applicant or his or her attorney or agent. In either case,
the alterations or corrections as indicated in the sketches
filed with the request of the applicant or his or her attor-
ney or agent must be given written approval by the ex-
aminer before the drawing is corrected.

Correction of Informalities
(Draftsman’s Objections on PTO—948)

Form Paragraph 640 (reproduced in MPEP
§ 60802) ** >,< the back page of PTOL-948,

Rev. 1, Sept. 1995
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608.02 (r)

and the back page of P’I‘OL—37 the “Notwe of Allow- -
- ability” provide detanled mformatlon on how to effecti _

drawmgchanges T e
In order to correct any mformalmes in the draw-

.ings, applncants MUST comply with: (a)- below. Failure
to do so wnll result mABANDONMENT of the- applica-

tion. ,
(@) File new drawmgs w1th the changes mcorporated
therein. Apphcant may delay filing of the new drawings

until thé application is allowed by the’ examiner. If .

delayed, the new drawmgs MUST be filed within the pe-

riod set for response in the “NOTICE OF ALLOW-
ABILITY” (PTOL~37). The drawings should be filed as -

a separate paper with a transmittal letter addressed to

the Official Draftsman which indicates the following in

the upper right—hand corner:

Date of the Notice of Allewability
Issue Batch Number
Serial Number-

Corrections Other Than Informalities Noted by the
Draftsman on the PTO—-948

All changes to the drawings, other than informalities
noted by the Draftsman, MUST be made in the same
manner as above except that, normally, a sketch of the
changes to be incorporated into the new drawings MUST
be approved by the examiner before the application will
be allowed. No changes will be permitted to be made,
other than correction of informalities, unless the ex-
aminer has approved the proposed changes.

608.02(r) Separate Letter to Drafisman

Any proposal by the applicant for amendment of the
drawing to cure defects must be embodied in a separate
letter. Otherwise the case, unless in other respects ready
for issue, cannot be corrected, and applicant must be so
advised in the next action by the examiner.

NOTE:—Changes which may require sketches,
MPEP § 608.02(v).

608.02(t)

Cancellation of one or more figures which do not
occupy entire sheets of the drawings is done by the clerk
in the examining group who encloses a figure and its leg-
end with a red ink line. No portion of the figure itself

Cancellation of Figures

Rev. 1, Sept. 1995

shouldbecrmdbytheredhne 'Ihewoids“CAN(EL
'per”andthedateeftheamendmentdxrecﬁngthem- ~
~ cellation or the date that substitute sheets are filed
shouldbewnttenmredmkwxﬂuntheredhne Cancella-

tion of an entire sheet of drawmgs is done by stamping.

“the words CANCEL per” in thetop right corner of the

drawmg Cancelleddrawmgmeetsshouldbeplacedat o
the bottom of the papers on the nght fold of the file a

' wrapper

' When the cahcellatlon of some of the ﬁgures fmm‘

 one sheet of drawings has left the femaining ﬁgutes with B
.. an martlsuc arrangement, the draftsmen should be eon- o

sulted as to whether the remaining ﬁgures should be
transferred to other sheets already in the case or shown -
in additional drawings. Cancellation of a figure may ne- -
cessitate renumbermg of the remaining figures.

608.02(v) Drawing Changes Wlnch Require
Sketches

When changes are to be made in the drawing itself,
other than mere changes in reference characters, desig-

-nations of figures, or inking over lines pale and rough, a

print or pen—and —ink sketch must be filed showing such
changes in red ink or with the changes otherwise high-
lighted. Ordinarily, broken lines may be changed to full
without a sketch.

Sketches filed by an applicant and used for correction
of the drawing will not be returned. All such sketches
must be in ink or permanent prints.

608.02(w) Drawing Changes Which May Be
Made Without Applicant’s Sketch

Where an application is ready for issve except for a
slight defect in the drawing not involving change in struc-
ture, the examiner will prepare a letter indicating the
change to be made and note in pencil on the drawing the
addition or alteration to be made.

The correction must be made at applicant’s expense.
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As a gurde to the exanuner, the followmg corrections
are illustrative of those that may be made by penmhng in
the change on the drawmg without asketch:’

1. Addmg two or three reference characters or

L exponents

2. Changmg one or two numerals or ﬁgure ordr- ”

nals. Ganrett v.Cor, 110 USPQ 52,54 (CCPA 1956)
3. Removmg superﬂuous matter.
4. "Adding or reversing directional arrows. =
5. Changmg Roman Numerals to Arablc Numer-
‘als to agree with speclficatlon o
6. Addmg sectlon lines or brackets, where easrly
executed _ :
. 7. Changing lead fines.
8. Correctmg misspelled legends

608 02(x) Disposrtron of Orders for
o Amendment of Drawing

Where the correction of the drawing is approved by
the examiner, the application and drawing are for-
warded to the Office of Publications along with the No-
tice of Allowance.

CORRECTION NOT APPROVED

Where the correction is not approved, for example,
because the proposed changes are erroneous, or in-
volve new matter or (although otherwise proper) do
not include all necessary corrections, the case and re-
quest for correction of drawing are not approved. The
examiner’s reasons for not approving the corrections
to the drawing should be set forth in the next Office
action.

608.02(y) Return of Drawing

If there is a formal drawing in the case, non—entered
drawings (except those originally filed) that have been fi-
nally denied admission will be returned to the applicant
only at applicant’s request.

A request for return of nonentered drawings must be
filed within a reasonable time; otherwise, the drawing
may be disposed of at the discretion of the Commission-
er.

When a drawing is to be returned, the file, the ex-
aminer’s letter stating that the drawing is being returned,
and the drawing are taken to the Drafting Branch where
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' theletterwillbestampedandthedrawmgretumed The |

letter is mailed by the examining group. = -
Before drawmgs are returned, prrnts are made and,

, put in the applrcatron ﬁle

608.02(z) Allowable Applieations Needing
Drawing Corrections or Formal
Drawings [R— 1] ‘

Allowable applrcatrons can be tumed in for eountmg :
and forwardmg to the Office of: Publreatlons wrthout the
drawings having been corrected. When sending allowed
applications to the Office of Publlcatrons which requlre' '
drawing corrections, use yellow tag form PTO-1364.
The approved formal drawmgs reqmrmg correction
should be placed as the top papers in the center fold of
the file wrapper. The drawmg correction mstruct_rons
should be stapled to the inside left flap of the file wrap-
per over the area having the search information. Care
should be taken to make certain that the corrections
have been approved by the examiner. Such approval
should be made by the examiner prior to counting the al-
lowance of the application.

The yellow tag procedure normally should be used
only where drawing corrections are involved. The yellow
tag procedure must be used where the draftsman has ob-
jected to the drawing because of an informality such as
improper shading or pale lines and has indicated that
this can be corrected.

The yellow tag procedure should not normally be
used in other situations where corrected drawings have
been filed but have not been approved by the draftsman
unless the examiner is quite sure that the drafisman will
approve the new drawings or in the situation where the
application was examined utilizing an informal drawing
and the request for formal drawings was not made until
the Notice of Allowability was mailed. The yellow tag
procedure should not be used in design applications
where the drawings have not been approved by the
draftsman because of shading problems which can arise.
If the substitute drawings are not approved by the drafts-
man, the application should be promptly taken up for ac-
tion by the examiner.
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608.03
To: DRAFTING BRANCH via OFFICE of PUBLICA-
TIONS es
Return to: - OFFICE OF PUBLICATIONS
Room 2-6C30 o
; Senal no. -
0G. Flg ’
PTO-1364 U.S. DEPT, of COMM. Pat. & TM Office

APPLICATIONS HAVING LOST DRAWINGS

A yellow tag is to be attached to the file wrapper and a

‘Drawmngssmg”mmxstobestap!edtothefmntofﬂle
file wrapper. The Notice of Allowability is verified and
pnntedwngPAIMII],andtheNoﬁcexsmailedmﬂleap-
plicant, - ;
The application is then forwarded to Licensing and
Review or the Allowed Files and Assembly Branch of
the Office of Publications, as appropriate, using the
PALM III transaction code after the application has
been revised for issue.

UTILITY PATENT APPLICATIONS
RECEIVING FORMAL DRAWINGS AFTER
THE NOTICE OF ALLOWABILITY

Where substitute drawings are received in utility patent
applications examined with informal drawings and the Notice
of Allowability was mailed prior to the receipt of the substi-
tute drawings, the clerk should enter the substitute drawings
into the application and forward the application to the Al-
lowed Files and Assembly Branch of the Office of Publica-
tions via Licensing and Review, if appropriate, using the yel-
low tag procedure. Submission to the examiner is not neces-
sary unless an amendment acoompanies the drawings which
changes the specification, such as where the description of fig-
ures is added or cancelled.

BORROWING FILES FROM
DRAFTING BRANCH

Allowed files requiring drawing corrections are sent
to the draftsman from the Office of Publications. At
times, examiners have a need to borrow these applica-
tions. When borrowing applications, examining corps
personnel must submit a request to the Office of Publica-
tions.
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37CFR1. 312AMENDMENTS N
 In handiing 37 CFR 1312 amendments, the cxamining -

"corpsshouldpmcwdtawmgmeﬁedmﬂxenmmﬂmm«
* ner. If there are cosrections to the drawing, spproval, if ap-
‘pmprmw,mummdwﬂwemmmﬁmmPI‘OLwﬂl :

mcommmmmmpmgmph&aﬂwpmgmphm
the appmpnatepenodfm‘eﬁectmgﬂxe appnwedmawng
change.

9 648 DmmngChangwm *>37CFR1312<AmauImaz¢

ApplxcantlsherebygwenONEMONTﬂfromthedatcofm ‘
letterorunt:ltheexpmﬂonofﬂwmodsetmthe“b!oﬁoeof

- Allowance” (PTOL~85) or Notice of Allowabnhty (P’I’OL—37),

ever is longer, to file corrected drawmgs.

‘ Examiner Note

Use with 312 amendment notice where there is a drawmg -
correctlonproposalorrequcst‘ :

Formaldramngsmaybereqmredmanallowedapplm |
tion by using Form Paragraph 625 in an Office action or by
dmeclungtheappmpnateboxonfbrmletterPI'OL—W

§ 6.25 Formal Drawings. Requm:d, Application Allowed
_ Theapplicationhavingbeenallowed, formnldramngsarereqmrcd
in response to this Office action.

>Examiner Note: )
Use this form paragraph oply with the Notice of Allowability/Ex-
aminer’s Amendment.<. '

608.03 Models, Exhibits, Specimens

35 US.C. 114. Models, specimens.
The Commissioner may require the applicant to furnish a model of
convenient size to exhibit advantageously the several parts of his invention.
When the invention relates to a composition of matter, the
Commissioner may require the applicant to furnish specimens or
ingredients for the purpose of inspection or experiment.

37 CFR 1.91. Models notgenerally required as pari of application
or patent.

Modelswere once required in all cases admitting amodel, as a part
of the application, and these models became a part of the record of the
patent. Such models are nolonger genereally required (the description of
the invention in the specification, and the drawings, must be sufficiently
full and complete, and capable of being understood, to disclose the invention
without the aid of a model), and will not be admitted unless specifically called
for.

37 CFR 1.92. Model or exhibit may be required.
Ammodel, workingmodel, orother physical exhibit, maybe required
if deemed necessary for any purpose on examination of the application.

With the exception of cases involving perpetual mo-
tion, a model is not ordinarily required by the Office to
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demonstrate the opei'ativeness of a device, If opérative-

riessof a devnce is questioned, the applicant must estab-
lish it to the satisfaction of the exammet, but he or she

may choose his or -her own way of so doing. -
A physlcal exlu‘blt not to be part of the case, is gener-
ally not refused except when bulky or dangerous

37.CFR 1.93. Speamens.

~ When the invention mlates tos composmon of matter, the
apphcantmayberequuedtofummhspeclmnsoﬂheeompomnon,omf
its ingredients or mtermedxates, for the purpose of inspection or
experlment.

608. 03(a) Handlmg of Models, Exhiblts, and
Speclmens
All models and exhiblts received in the Patent and

Trademark Office should be taken to the examining
group assigned the related application for examination.

The receipt of all models and exhibits must be properly’

recorded on the “Contents” portion of the application
file wrapper.

A label indicating the application serial number, fil-
ing date, and attorney’s name and address should be at-
tached to the model or exhibit so that is is clearly identi-
fied and easily returned after prosecution of the applica-
tion is closed, if return is requested.

If the model or exhibit is too large to be kept in the
examining group during prosecution of the application,
it should not be accepted.

37 CFR 1.94. Retum of models, exhibits oy specimens.

Models, exhibits, or specimens in applications which have become
abandoned, and also in other applications on conclusion of the
prosecution, may be returned to the applicant upon demand and at his
expense, unless it be deemed necessary that they be preserved in the
Office. Such physical exhibits in contested cases may be returned to the
partiesattheir expense. If notclaimedwithinareasonable time, theymay
be disposed of at the discretion of the Commissioner.

When a model is to be returned, a letter should be
written to applicant by the examining group stating that
it is being returned under separate cover, and the model
should be forwarded with a copy of the letter and an ad-
dress label to the Outgoing—Incoming Mail Branch for
wrapping and return.

NOTE. — Disposition of exhibits which are part of
the record, MPEP § 715.07(d).

Models, exhibits, and specimens may be presented to the
Office for purposes of interview and taken away by the attor-
ney at the end of the interview. See MPEP§ 713.08.
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37CFR1 95. Capmofeﬂubds.

Comcscfmodckmoﬁwrphymleﬂﬁnﬂwﬂlmtm&nmlybd ‘

mmwwmeommmm“mmmwm« =

patent shall not be taken from the Office except in the custody of an
employee of the Office specially authorized by the Commissioner.

608.04 New Matter [R—l]

37CFR L 118 Amendmmt of dwcloswe

(a) No amendment shall introduce new matter into the d:sclosure
of an application afier filing date of the application (§ 1. 53(b)). All
amenmnentsmthespmﬁcanommdudlngthedmms,andmedramngs
filed after the filing date of the application must conform to at least one

" of them as it was at the time of the filing of the application. Matter not

foundin either, involving a departure from or an addition to the original
disclosure, cannot be added to the application after its filing date even
thoughsupported byan oath or declaration in accordance with § 1.63or
§.1.67 filed after the filing date of the application. = - A

(b) Ifitis determined that an amendment filed afier the filing date
of the application introduces new matier, claims containing new matter
will be rejected and deletion of the new matter in the specification and
drawings will be required even if the amendment is accompanied by an
oath or declaration in accordance with § 1.63 or § 1.67.

In establishing a disclosure, applicant may rely not
only on the specification and drawing, as filed but also on
the original claims if their content Justlﬁes it. Note
MPEP § 608.01(1).

While amendments to the specification and claims
involving new matter are ordinarily entered, such matter
is required to be cancelled from the descriptive portion
of the specification, and the claims affected are rejected
under 35 U.S.C. 112, first paragraph.

When new matter is introduced into the specifica-
tion, the amendment should be objected to under
35U.8.C. 132 (35 U.S.C. 251 if a reissue application) and
a requirement made to cancel the new matter — clearly
identified by the examiner. If the new matter has been
entered into the claims or affects the scope of the claims,
the claims affected should be rejected under 35 U.S.C.
112, first paragraph, because the new matter is not de-
scribed in the application as originally filed.

A “new matter” amendment of the drawing is ordi-
narily not entered; neither is an additional or substitute
sheet containing “new matter” even though stamped
APPROVED by the Draftsman and provisionally en-
tered by the clerk. See MPEP § 608.02(h).

The examiner’s holding of new matter may be peti-
tionable or appealable, MPEP § 608.04(c).
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608.04(a) N |

NOTE~—New matter in reissue application, MPEP
§ 1411.02. New matter in substltute specnﬁcatlon, MPEP
§ 714.20.

>NOTE—No amendment is permltted in a provi-

sional application after it receives a filing date.<

608.04(a) Matter Not in Original
Specification, Claims, or Drawings

Matter not in the original specification, claims, or
drawings is usually new matter. Depending on circum-
stances such as the adequacy of the original disclosure,
the addition of inherent characteristics such as chemical
or physical properties, a new structural formula or a new
use may be new matter. See Ex parte Vander Wal, et al,
1956 C.D. 11; 705 O.G. 5 (physical properties), Ex parte
Fox, 1960 C.D. 28; 761 O.G. 906 (new formula) and Ex
parte Ayers, et al, 108 USPQ 444 (new use).

For rejection of claim involving new matter, see MPEP

§ 706.03(0).

NOTE—Completeness of disclosure, MPEP
§ 608.01(p); Trademarks and tradenames, MPEP
§ 608.01(v).

608.04(b) New Matter by Preliminary
Amendment

An amendment is sometimes filed along with the fil-
ing of the application. Such amendment does not enjoy
the status as part of the original disclosure in an applica-
tion filed under 37 CFR 1.53 unless it is referred to in the
oath or declaration filed therewith. Once an oath or dec-
laration is submitted in an application filed under
37 CFR 1.53 identifying the papers which the inventor(s)
has “reviewed and understands” as required by 37 CFR
1.63, the original disclosure of the application is defined
and cannot be altered merely by filing of a subsequent
oath or declaration referring to different papers. If the
application is filed without an executed oath or declara-
tion pursuant to 37 CFR 1.53(b), the original oath or
declaration submitted later than the filing date must re-
fer to the preliminary amendment filed along with the
application in order to comply with 37 CFR 1.63.

An amendment which adds additional disclosure
filed with a request for a continuation—in-—part applica-
tion under 37 CFR 1.62 is automatically considered a
part of the original disclosure of the application by virtue
of the rule. Therefore, the oath or declaration filed in
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such an application must identify the amendment adding
additional disclosure as one of the papers which the in-
ventor(s) has “reviewed and understands” in order to
comply with 37 CFR 1.63. If the original oath or declara-
tion submitted in a continuation—in~part application
filed under 37 CFR 1.62 does not contain a reference to
the amendment filed with the request for an application
under 37 CFR 1.62, the examiner must require a supple-
mental oath or declaration referring to the amendment.

608.04(c) Review of Examiner’s Holding of
New Matter

Where the new matter is confined to amendments to
the specification, review of the examiner’s requirement
for cancelation is by way of petition. But where the al-
leged new matter is introduced into or affects the claims,

- thus necessitating their rejection on this ground, the

question becomes an appealable one, and should not be
considered on petition even though that new matter has
been introduced into the specification also. 37 CFR
1.181 and 1.191 afford the explanation of this scemingly
inconsistent practice as affecting new matter in the spec-
ification.

608.05 Deposit of Computer Program Listings

37 CFR 1.96. Submission of computer program listings.

Descriptions of the operation and general content of computer
program listings should appear in the description portion of the
specification. A computer program listing for the purpose of these rules
is defined as a prinout that listsin appropriate sequence the instructions,
routines, and other contents of a program for a computer. The program
listing may be either in machine or machine~—independent (object or
source) language which will cause a computer to perform a desired
procedure or task such as solve a problem, regulaie the flow of workina
computer, or control or monitor events. Computer program listings may
be submitted in patent applications in the following forms:

(2) Material which will be printed in the patent. If the computer
program listing is contzined on 10 printout pages or less, it must be
submitted either as drawings or as part of the specification.

(1) Drawings. The listing may be submitted in the manner and
complying with the requirements for drawings as provided in § 1.84. At
least one figure numeral is required on each sheet of drawing.

(2) Specification. (i) The listing may be submitted as part of the
specification inaccordancewith the provisions of § 1.52, attheend of the
description but before the claims.

(@i} The listing may be submitted as part of the specification in
the form of computer printcut sheets (commonly 14 by 11 inchesinsize)
foruse ascamera ready copywhen apatent issubsequently printed. Such
computer printout sheets must be original copies from the computer
with dark solid black letters not less than 0.21 cm high, on white,
unshaded and unlined paper, the printing on each sheet must be limited

600 — 82



PARTS, FORM, AND CONTENT OF APPLICATION

toanarea9mchcshlghbyl3indwswde,andthemushouwbe

submitted in & protective cover. When printed in patents, such
computerprmtout sheets will appearauheendofthedescnpmnbut
before the claims and will usually be reduced about 1/2 in size with two
printout sheets being printed as one patent specification page. Any
amendments must be made by way of submission of a substitute sheet if
thecopy:stobeused forcammreadywpy

(). Asanappendzxwhwhmllmbepnnxd lfaeomputerprogram
listing priritout is 11 or more pages long, applicants may submit such
listing in the form of microfiche, referred to in the specification (see §
1.77(c}2)). Such microfiche filed with a patent application is to be
referred toasamwroﬁcbeappendnx.’lhemncroﬁcheappendnxwﬂl nothe
partofthe printed patent. Reference in the application to the microfiche
appendix should be made at the beginning of the specification at the
location indicated in § 1 T7(c)(2). Any amendments thereto must be
made by way of revised microfiche. All computer program listings
submitted on paper will be printed as part of the patent.

(1) Auvailability of appendix. Such computer program listingson
microfiche will be available to the public for inspection, and microfiche

copies thereof will be available for purchase with the file wrapper and
contents, after a patent based on such an application is granted or the
application is otherwise made publicly available.

(2) Submission requirements. Computer—generated informa--

tion submitted as an appendix to an application for patent shall be in the
form of microfiche in accordance with the standards set forth in the
following American National (ANSI) or National Micrographics Asscci-
ation (NMA) Standards (Note: As new editions of these standards are
published, the latest shall apply):
ANSI PH 1.28-1976-Specifications for Photographic Film for
Archival records, Silver—Gelatin Type, on Cellulose Ester Base.
ANSI PH 1.41-1976 Specifications for Photographic Film for
Archival Records, Silver—Gelatin Type, on Polyester Base.
NMA-MSE (1971) Quality Standards for Computer Qutput
Microfilm.
ANSI/NMA MS2 (1978) Format and Coding Standards for
Computer Qutput Microfilm.
NMA MS5 (ANSI PH 5.9~1975) Microfiche of Documents.
ANSI PH 2.19 (1959)—Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer—Qutput—Microfilm (COM) output or
copies of photographed paper copy may be submitted, In the former
case, NMA standards MS1 and MS2 apply; in the latter case, standard
MSS5 applies.

(ii) Film submitted shall be first generation (camera film)
negative appearing microfiche (withemulsion onthebackside of thefilm
when viewed with the images right reading).

(iti) Reduction ratio of microfiche submitted should be 24:1ora
similar ratio where variation from said ratio is required in order tofit the
documenits into the image area of the microfiche format used.

(ivO Film submitted shall have a thickness of at least .005 inches
(0.13 mm) and not more than .009 inches (0.23 mm) for either celiulose
acetate base or polyester base type.

(v) Both microfiche formats Al (98 frames, 14 columns x
7 rows) and A3 (63 frames, 9 columns x 7 rows) which are described in
NMAstandard MS2 (Al isalso described in MSS) are acceptable for use
in preparation of microfiche submitted.

(vi) Atleast the left—most 1/3 (S0mm x 12 mm) of the header or
title area of each microfiche submitted shall be clear or positive
appearing so that the Patent and Trademark Office can apply serial
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portion of the header shall be used by applicant to apply an eye—read-
able application identification such as the title and/ot the first inventor’s

- name. The attorney’s docket number may be included. The final

right—hand postion of the microfiche shall contain sequence informa-

‘ tion for the microfiche, such as 1 0f 4, 2 of 4, etc.

(vii) Additional res;sirements which appw specnﬁeaﬂy to mi- -

crofiche of filmed paper copy:

(A) meﬁmﬁameofcachmoﬁchesublnmdshaﬂwnmm
a standard test target which contains five NBS Micro—copy Resolution
Test Charts (No. 1010A), one in the center and one in each corner. See -

" jllustration on page 2 of NMA Recommended Practice MS104, Inspec-

tion and Quality Control of First Generation Sitver Halide Miceofilm.
See also paragraph 7 of NMA —-MSS5.

- (B) The second frame of each m:ctoﬁche submitted" must
contain a fully descriptive title and the mvenwr’s name as filed, ’

(C) The pages or lines appearmg on the nucroﬁche fmmes
should be consecutively numbered.

(D) Pagination of the microfiche frames shall be from left to
right and from top to bottom.

(E) At a reduction of 24:1 resolution of the ongmal microfilin
shall be at least 120 lines per mm (5.0 target) so that reproduction copies
may be expected to comply with provisions of paragraph 714 of NMA
Standard MSS5.

(F) Background density of negative appearing camesa master
microfiche of filmed paper documents shall be within the range of 0.9 to
1.2 and line density should be no greater than 0.08. The dengity shall be
visual diffuse density as measured using the method described in ANSI
Standard PH 2.19.

(G) Anindex, when included, should appear in the last frame
(lowerright handcornerwhen dataisright —reading) of eachmicrofiche.
See NMA —MSS, paragraph 6.6.

(viii) Microfiche generated by Computer Output Microfilm
(COM).

(A) Background density of negative—appearing COM—gen-
erated camera master microfiche shall be within the range of 1.5 t0 2.0
and line density should be no greater than0.2. The density shali be visual
diffuse density as described in ANSI PH2.19.

(B) The first frame of each microfiche submitted should
contain aresolution testframein conformance with NMA standard MS1.

(C) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(D) The pages or lines appearing on the microfiche frames
should be consecutively numbered.

(E) Itispreferred that papination of the microfiche framesbe
from left to right and top to bottom but the altermative, i.e., from top to
bottem and from left to right, is also acceptable.

(F) Anindex, when included, should appear on the last frame
(lower right hand corner when data is right reading) of cach microfiche.

(G) Amendment of microfiche must be made by way of
replacement microfiche.

Special procedures for presentation of computer
program listings in the form of microfiche in U.S. nation-
al patent applications are set forth in 37 CFR 1.96. Use
of microfiche is desirable in view of the number of com-
puter program listings being submitted as part of the dis-
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608.05

closure in patent api:hcatlons ‘Such llstmgsv are often

several hundred pages in length. By filing and pubhshmg

such computer program listings on microfiche rather .

than on paper, substantial cost savmgs can result to the
applicants, the public, and the Patent and’ 'Ii'ademark
Office. :

BACKGROUND

A computer program listing, as used in these rules,
means the printout that lists, in proper sequence, the in-
structions, routines, and other contents of a program for
a computer. The listing may be either in machine or ma-
chine—independent (object or source) programming
language which will cause a computer to perform a de-
sired task, such as solving a problem, regulating the flow
of work in computer, or controlling or monitoring
events. The general description of the computer pro-
gram listing will appear in the specification while com-
puter program listing may appear either directly or as a
microfiche as appendix to the specification and be incor-
porated into the specification by reference.

DISCUSSION OF THE BACKGROUND AND
MAJOR ISSUES INVOLVED

The provisions of 37 CFR 1.52 and 1.84 for submit-
ting specifications and drawings on paper have been
found suitable for most patent applications. However,
when lengthy computer program listings must be dis-
closed in a patent application in order to provide a com-
plete disclosure, use of paper copies can become burden-
some.

The cost of printing long computer programs in pat-
ent documents is also very expensive to the Patent and
Trademark Office.

In the past, all disclosures forming part of a patent ap-
plication were presented on paper with the exception of
microorganisms. Under 37 CFR 1.96, several different
methods for submitting computer program listings, in-
cluding the use of microfiche, are set forth.

Relatively short computer program listings (10 pages
orless) must be submitted on paper and will be printed as
part of the patent. If the computer program listing is 11
or more pages in length, it may be submitted on either
paper or microfiche, although microfiche is preferred.

Copies of publicly available computer program list-
ings are available from the Patent and Trademark Office

Rev. 1, Sept. 1995

onpaperandonmmroﬁcheatthecostsetforthm?ﬂ
CFR 1.19(a)(5) and (6). -

O'IHER INFORMATION

The micrographic standards: referred to in 37 CFR
1.96(b)(2) may be obtained from either the National
Micrographic Association, 8719 Colesvillé Road, Silver

. Spring, Maryland, 20910 or the American National Stan-
- dards Institute, 1430 Broadway, New York, New York

10018. _
The effect of 37 CFR 1.96 is that ifa computer pro- -

gram listing (printout) is 11 or more pages long, the ap-

plicant may submit such listing in the form of microfiche.

" Relatively short computer program listings (10 pages or

fewer) must be submitted on paper and will be printed as
part of the paient, as in the past. When the computer
program listing is 11 or more pages in length, it may be
submitted on either paper or microfiche, although mi-
crofiche is preferred. A microfiche filed with a patent ap-
plication will be referred to as a “Microfiche Appendix,”
and will be identified as such on the front page of the pat-

ent but will not be part of the printed patent. “Microfiche

Appendix,” denotes the total microfiche, whether only
one or two or more. One microfiche is equivalent to a
maximum of either 63 (9x7) or 98 (14x7) frames (pages),
or less.

The face of the file jacket will bear a label to denote
that a Microfiche Appendix is included in the applica-
tion. A statement must be included in the specification to
the effect that a microfiche appendix is included in the
application. The specification entry must appear at the
beginning of the specification immediately following any
cross—reference to related applications, 37 CFR
1.77(c}(2). The patent front page and the Official Gazette
entry will both contain information as to the number of
microfiche and frames of computer program listings ap-
pearing in the microfiche appendix.

When an application containing microfiche is re-
ceived in the Correspondence and Mail Division, a spe-
cial pocket will be affixed to the center section of the in-
side of the file wrapper underneath all papers, and the
microfiche inserted therein. The application file will
then proceed on its normal course, and when it reaches
the Application Branch, a label which sticks up above the
file wrapper will be placed at the center section of the
face of the wrapper. When the application file reaches
the Micrographics Division, the Microfiche Appendix
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label will be placed on the face of the f:le wrapper. When

the Allowed Fxlcs and Assembly Branch of the Officeof =
Publications reoenves the apphcatlon file, the- ‘person . - -
placmg the ) patent number on the face of the file; upon

seeing the Mlcrofiche Appendxx label, will give the file to

the Supervisor who wxll call Mncrographm Division and -

give the serial number and patent number, and request

copies of the' mlcroﬁche. chrographlcs Division per--
sonnel will then put the’ ‘patent number on the micro--

fiche(s), making certain each nucroﬁche is the most re-
cent, and numbermg each correctly, eg,1 of 1,10f2, etc
Upon completion, two copies will be produced and pro-
vided to Allowed and Assembly Branch Files — one for
the grant head and one for the file wrapper.

At the time of assembly, the Microfiche Appendix
will be placed inside the grant head behind the patent
grant for eyelettmg, ribboning, and mailing to the paten-

tee/attorney, During the signing of the grant heads by the.

Attesting Officer, the patent will be checked to assure
proper assembly prior to mailing.

609 Information Disclosure Statement [R—1]

37 CFR 1.97. Filing of information disclosure statement.

(a) In order to have information considered by the Office during
the pendency of a patent application, an information disclosure state-
ment in compliance with § 1.98 should be filed in accordance with this
section.

(b) An information disclosure statement shall be considered by
the Office if filed:

(1) Within three months of the filing date of a national applica-
tion;

(2) Within three monthsofthe date of entry of the national stage
as set forth in § 1.491 in an international application; or

(3) Before the mailing date of a first Office action on the merits,
whichever event accurs last.

(c) An information disclosure statement shall be considered by
the Office if filed after the period specified in paragraph (b) of this
section, but before the mailing date of either:

(1) A final action under § 1.113 or

(2) A notice of allowance under § 1.311,
whichever occursfirst, provided the statementis accompaniedbyeithera
certification as specified in paragraph (e) of this section or the fee set
forthin § 1.17(p).

(d) An information disclosure statement shali be considered by
the Office if filed after the mailing date of either:

(1) A final sction under § 1.113 or

(2) A netice of allowance under § 1.311,
whichever occurs first, but before payment of the issue fee, provided the
statement is accompanied by:

(i) A certification as specified in paragraph () of this section,
(ii) A petition requesting consideration of the information
disclosure statement, and
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(iil) The petition fee set forth in § 1.17((1).
_ ~(e) ‘A cetification under this section must state either: -
(1) That each item of information contained in the information

. dudomremtementmmdmacommmﬁmﬁmafmmpam

ofﬁcemacounmrpanforcagnappbc&uonnotmomtbmthmmnms

' pmrtothcﬁhngofthestatement.or _ .
{2 Thatnonemofmiomauonmwnedmthemfmmm

dxsclosurestatemcntwuutedmacommunmhonfmmafmampatem

-ofﬁcemacountexpmfmmapﬂicamor,wthehmwkdgeofthe

' person signing the certification after making reasonable inquiry, was :
‘ knownwanymdmdualdmgmtedmsl S6(c)morethantln'eemonﬂm -

- prior to the filing of the statement. - - o
(f) No extensions of time for filing an mformatmn duclomre e

statement are permittedunder § 1.136. lfabonaﬁdeattemptmmmm o

comply with - § 1.98, but part of the required content is madvcrtently
omitted, additional time may be given to enable full compliance. - .
(2) Aninformation disclosure statement filed in accordance with .

this section shall not be construed asa representatlonthatasearchhas -

been made.

(h) The filing of aninformation ‘disclosure statement shall notbe -
construed tobe an admission that the information cited in the statement °
is, arisconsidered to be, material to patentability as definedin § 1.56(b).

(i) - Information disclosure statements, filed before the grantof a
patent, which do not comply with this section and § 1.98 will be placed in
the file, but will not be considered by the Office. o

37 CFR 1.98. Content of information disclosure statement.

(a) Anyinformation disclosure statement filed under §1.97 shall

include:
(1) A list of all patents, publications or other information
submitted for consideration by the Office;
(2) Alegible copyof:
(i) Each U.S. and foreign patent;
(ii) Each publication or thatportionwhich causeditto belisted;
and
(iii) All other information or that portion which caused it to be
listed, except that no copy of a U.S. patent application need be included;
and
(3) A concise explanation of the relevance, as it is presently
understood by the individual designated in § 1.56(c) most knowledge-
able about the contentof the information, of each patent, publication, or
other information listed that is not in the English language. The concise
explanation may be either separate from the specification or incorpo-
rated therein.

(b) EachU.S. patentlistedin aninformationdisclosure statement
shall be identified by patentee, patent number and issue date. Each
foreignpatentor published foreign patent application shall be identified
by the country or patent office which issued the patent or published the
application, an appropriate document number, and the publication date
indicated on the patentor published application. Each publication shall
be identified by author (if any), title, relevant pages of the publication,
dste and place of publication.

(c) When the disclosures of two or more patents or publications
listed in an information disclosure statement are substantively cumula-
tive, a copy of one of the patents or publications may be submitted
without copies of the other patents or publications provided that a
statement is made that these other patents or publications ere cumula-
tive. If a writien English—languege translation of a non—English
language document, or portion thereof, iswithin the possession, custody
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§1.56(c),acopyofthetrans!aumslmﬂmmpmthemwzmt.

) Aeopyofanypatcnt,publwaﬂonorothennformaﬂonhﬁedm ‘
an information disclosure statement is not required to be provided ifit

wasprev:ouslycltedbyuxsubmxttedtoﬂlc()fﬁcem aprior application,

: pmvtdedthatthepmrapphcnuomspmpeﬂyldenuﬁedmthestatement ‘

andreheduponforanearherﬁlmgdateunder35 U.S.C. 120.

* >Informat10n Dlsclosure Statements are not per- .

 mitted in provisional appllcatlons filed under 35 U.S. C.

1 11(b). Since no substantive exammatxon is givenin pro- '-

visional appllcatlons, a dxsclosure of information is un-

necessary. ‘Any such statement filed in a provnsnonal ‘

application will be returned or destroyed at the option of
the Office. In appllcatlons filed under 35 U. S.C. 111(a),
~ applicants< and other mdnvnduals substantwely involved
with the preparation and/or prosecution of ** >the<
application have a duty to submit to the Office informa-
tion which is material to patentability as defined in 37

CFR 1.56. These individuals also may want the Office to.

consider information for a variety of other reasons; e.g.,
without first determining whether the information

meets any particular standard of materiality, or because

another patent office considered the information to be
relevant in a~counterpart or related patent application
filed in another country, or to make sure that the examin-
er has an opportunity to consider the same information
that was considered by the individuals that were substan-
tively involved with the preparation or prosecution of a
patent application.

An information disclosure statement filed in accor-
dance with the provisions of 37 CFR 1.97 and 1.98 pro-
vides the procedure available to an applicant to submit
information to the Office so that the information will be
considered by the examiner assigned to the application.
The requirements for the content of a statement have
been simplified in the new rules which became effective
on March 16, 1992, to encourage individuals associated
in a substantive way with the filing and prosecution of a
patent application to submit information to the Office so
the examiner can determine its relevance to the claimed
invention. The procedures for submitting an informa-
tion disclosure statement under the new rules are de-
signed to encourage individuals to submit information to
the Office promptly.

In order to have information considered by the Of-
fice during the pendency of a patent application, an in-
formation disclosure statement in compliance with 37
CFR 1.98 as to content must be filed in accordance with
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the procedural requirements of 37 CFR 197, The rc-

qunement&astocontentaredmmdmAbelow The
requirements based on the nmeofﬁhngthcstatement "
medmcuasedlanelow Examiner handling of informa-

tion disclosure statements is discussed in C below.

The Office has set forth the minimum requuements
for information to be considered in 37 CFR 1.97 and
1.98. Once the minimum requirements are met, the ex-
aminer has an obligation to consider the information.
These rules provide certainty for the publlc by defining

 the requirements for submitting information to the Of-

fice so that the Office will consider information before a
patent is granted Information submitted to the Office
that does not comply w1th the requirements of 37 CFR
1.97 and 1.98 will not be consxdered by the Office but wiil
be placed in the application file. ’

The filing of an information disclosure statement
shall not be construed as a representation that a search
has been made. 37 CFR 1.97(g). There is no requirement
that an applicant for a patent make a patentability
search. Further, the filing of an information disclosure
statement shall not be construed to be an admission that
the information cited in the statement is, or is considered
to be, material to patentability as defined in 37 CFR
1.56(b). 37 CFR 1.97(h). See MPEP § 706. 02(b) regard-
ing admissions by applicant.

Multiple information disclosure statements may be
filed in a single application, and they will be considered,
provided each is in compliance with the appropriate re-
quirements. Use of form PTO-1449, “Information Dis-
closure Citation,” is encouraged as a means to provide
the required list of information. See C(2) below.

Information which is cited or submitted to the Office
in the parent application of a file wrapper continuing ap-
plication under 37 CFR 1.62 will be part of the file before
the examiner and need not be resubmitted in the contin-
uing application to have the information considered and
listed on the patent. Likewise, the examiner will consid-
er information cited or submitted to the Office in a pa-
rent application when examining a * >continuation
or continuation—in—part< application >(See MPEP
2001.06(b)) < which is not a file wrapper continuing ap-
plication, and a list of the information need not be sub-
mitted in the continuing application unless applicant de-
sires the information to be printed on the patent.
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The examiner will consider the documents cited in
the international search report in a PCT national stage
application, when the Form PCT/DO/EO/903 indicates
that both the international search report and the copies
of the documents are present in the national stage file.
In such a case, the examiner should consider the docu-
ments from the international search report and indicate
by a statement in the first Office action that the informa-
tion has been considered. There is no requirement that
the examiner list the documents on a PTO~-892 form.

A. CONTENT

An information disclosure statement must comply
with the provisions of 37 CFR 1.98 as to content in order
to be considered by the Office. Each information disclo-
sure statement must comply with the applicable provn-
sions of A(1), A(2), 2nd A(3) below.

A (1) Each information disclosure statement must in-

clude a list of all patents, publications, or other informa-
tion submitted for consideration by the Office.

37 CFR 1.98(b) requires that each U.S. patent listed
in an information disclosure statement be identified by
patentee, patent number, and issue date. Each foreign
patent or published foreign patent application must be
identified by the country or patent office which issued
the patent or published the application, an appropriate
document number, and the publication date indicated
on the patent or published application. Each publication
must be identified by author (if any), title, relevant pages
of the publication, date and place of publication. The
date of publication supplied must include at least the
month and year of publication, except that the year of
publication {(without the month) will be accepted if the
applicant points out in the information disclosure state-
ment that the year of publication is sufficiently earlier
than the effective U.S. filing date and any foreign prior-
ity date so that the particular month of publication is not
in issue. The place of publication refers to the name of
the journal, magazine, or other publication in which the
information being submitted was published.

To comply with this requirement, the list may not be
incorporated into the specification but must be sub-
mitted in a separate paper. A separate list is required so
that it is easy to confirm that applicant intends to submit an
information disclosure statement and because it provides
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a readily available checklist for the examiner to indicate
which ideatified documents have been ‘considered. A
copy of a separate list will also provide a simple means of
communication to applicant to indicate the listed docu-

ments that have been considered and those listed docu-
ments that have not been considered. Use of form

* PTO-1449, Information Disclosure Citation, is encour-

aged. See C(2) below.

A (2) Inaddition to the list, each information disclosure
statement must also include a Iegible copy of:

(i) Each U.S. and foreign patent;

(ii) Each publication or that portion which caused it
to be listed; and

(iii)All other information or that portion which
caused it to be listed, except that no copy of a U.S. patent
application need be included.

There are exceptions to this general rule that a copy
must be provided. First, 37 CFR 1.98(d) states that a
copy of any patent, publication, or other information
listed in an information disclosure statement is not re-
quired to be provided if it was previously cited by or sub-
mitted to the Office in a prior application, provided that
the prior application is properly identified in the state-
ment and relied on for an earlier filing date under 35
US.C. 120. The examiner will consider information
cited or submitted to the Office in a prior application re-
lied on under 35 U.S.C. 120. This exception to the re-
quirement for copies of information does not apply to in-
formation which was cited in an international ap-
plication under the Patent Cooperation Treaty. If the
information cited or submitted in the prior application
was not in English, a concise explanation of the relevance
of the information to the new application is not required
unless the relevance of the information differs from its
relevance as explained in the prior application. See A(3)
below.

Second, 37 CFR 1.98(c) states that when the disclo-
sures of two or more patents or publications listed in an
information disclosure statement are substantively cu-
mulative, a copy of one of the patents or publications
may be submitted without copies of the other patents or
publications provided that a statement is made that
these other patents or publications are cumulative. The
examiner will then consider only the patent or publica-
tion of which a copy is submitted and will so indicate on

Rev. 1, Sept. 1995



- MANUAL OF PATENT EXAMINING PROCEDURE

the list or form PTO-1449 submitted; e.g., by crossing
out the listing of the cumulative information.

37 CFR 1.98(c) further states that if a written English |
language translation of a non—English language docu-

ment, or - thereof, is within the possession, custody or

control of; oris /readily available to any individual desig- -

nated in 37 CFR 1.56(c), a copy of the translation shall
accompany the statement. Translations are not required
to be filed unless they have been reduced to writing and
are actually translations of what is contained in the non—
English language information. If no translation is sub-
mitted, the examiner will consider the information in
view of the concise explanation and insofar as it is under-
stood on its face; e.g., drawings, chemical formulas,
English language abstracts, in the same manner that
non-English language information in Office search files
is considered by examiners in conducting searches.

A (3) Each information disclosure statement must fur-

ther include a concise explanation of the relevance, as it
is presently understood by the individual designated in
37 CFR 1.56(c) most knowledgeable about the content
of the information of each patent, publication, or other
information listed that is not in the English language.
The concise explanation may be either separate from the
specification or incorporated therein.

The requirement for a concise explanation of rele-
vance is limited to information that is not in the English
language. The explanation required is limited to the
relevance as understood by the individual designated in
37 CFR 1.56(c) most knowledgeable about the content
of the information at the time the information is sub-
mitted to the Office. If a translation of the information
into English is submitted with the foreign language infor-
mation, no concise explanation is required. An English—
language equivalent application may be submitted to ful-
fill this requirement if it is, in fact, a translation of a for-
cign language application being listed in an information
disclosure statement. There is no requirement for the
translation to be verified. Submission of an English lan-
guage abstract of a reference which does not deal with its
relevance to the invention will not fulfill the requirement
for a concise explanation. Where the information listed
is not in the English language, but was cited in a search
report or other action by a foreign patent office in a
counterpart foreign application, the requirement for a
concise explanation of relevance can be satisfied by sub-
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. mitting an English—language version of the search re-

port or action which indicates the degree of relevance
found by the foreign office. This may be an explanation

“of which portion of the reference is particularly relevant,

to which claims it applies, or merely an “X”, “Y”, or ‘A”
indication on a search report. The requirement for a

~ concise explanation of non—English language informa-

tion would not be satisfied by a statement that a refer-
ence was cited in the prosecution of a ** United States
application >which is not relied on under 35 U.S.C.120.
If information cited or submitted in a prior application
relied on under 35 U.S.C. 120 was not in English, a con-
cise explanation of the relevance of the information to
the new application is not required unless the relevance
of the information differs from its relevance as explained
in the prior application.<

The concise explanation may indicate that a particu-
lar figure or paragraph of the patent or publication is
relevant to the claimed invention. It might be a simple
statement pointing to similarities between the item of in-
formation and the claimed invention. It is permissible
but not necessary to discuss differences between the
cited information and the claims.

Applicants may, if they wish, provide a concise ex-
planation of why English—language information is being
submitted and how it is understood to be relevant. Con-
cise explanations are helpful to the Office, particularly
where documents are lengthy and complex and applicant
is aware of a section that is highly relevant to patentabili-
ty or where a large number of documents are submitted
and applicant is aware that one or more are highly rele-
vant to patentability.

B. TIME FOR FILING

The procedure and requirements for submitting an
information disclosure statement are linked to four
stages in the processing of a patent application: (1) with-
in 3 months of filing, or before first Office action, which-
ever is later; (2) after the period in (1), but before final
Office action or a Notice of Allowance, whichever is ear-
lier; (3) after the period in (2) but on or before the date
the issue fee is paid; and (4) after the period in (3) and up
to the time the patent application can be effectively with-
drawn from issue. The procedures and requirements ap-
ply to applications filed under 35 U.S.C. 111 (utility),
161 (plants), 171 (designs), and 251 (reissue), as well as
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international appllcatlons entenng the natlonal stage
under 35US.C.371.

* The requirements baSed on the time when the mfor- '

matlon dlsclosure statement is filed are summanzed as
follows. : :

(1) Within 3 months of filing or None (always
before first Office action on _considered).
the mierits, whichever is later.

(2) After (1) but before final Certification or
action or notice of allowance.  1.17(p) fee.

(3) After final action or notice Certification,
of allowance and before pay—  petition, and
ment of issue fee petition fee.

B.(1) Statement filed BEFORE first action on the merits
or within three (3) months of actual filing date (37 CFR

1.97(b)).

An information disclosure statement will be consid-
ered by the examiner if filed:

(i) within 3 months of the filing date of a national
application;

(i) within 3 months of the date of entry of the nation-
al stage as set forth in 37 CFR 1.491 in an international
application; or

(iii) before the mailing date of a first Office action on
the merits,

whichever event occurs last. A statement filed within this
period requires neither a fee nor a certification of
prompt filing.

The term “national application” includes continuing
applications {continuations, divisions, continuations—
in—part) so 3 months will be measured from the actual
filing date of an application as opposed to the effective
filing date of a continuing application.

All information disclosure statements that comply
with the content requirements of 37 CFR 1.98 and are
filed within three months of the filing date will be consid-
ered by the examiner, regardless of whatever else has oc-
curred in the examination process up to that point in
time. Thus, in the rare instance that a final Office action

600 — 89

or a notice of allowance is prepared and mailed priortoa -
date which is 3 months from the filing date, any informa-
tion contained in a complete information: disclosure
statement filed within that 3—month wmduw will be. con-
sidered by the examiner. _

 Likewise, an information disclosure statement wnll be
considered if it is filed later than 3 months after the filing
date but before the mallmg date of a first Office action
on the merits.” An action on the merits means an action
which treats the patentability of the claims in an apphca-, '
tion, as opposed to only formal or procedural require-
ments. An action on the merits would, for examme; con-
tain a rejection or indication of allowability of a claim or
claims rather than just a restriction requirement (37
CFR 1.142) or just a requirement for additional fees to
have a claim considered (37 CFR 1.16(d)). Thus, if an ap--
plication was filed on January 1 and the first Office ac-
tion on the merits was not mailed until 6 months later on

. July 1, the examiner would be required to consider any

proper information disclosure statement filed prior to
July 1.

An information disclosure statement will be consid-
ered to have been filed on the day it was received in the
Office, or on an earlier date of mailing if accompanied by
a properly executed certificate of mailing or facsimile
transmission under 37 CFR 1.8, or Express Mail certifi-
cate under 37 CFR 1.10. An Office action is mailed on
the date indicated in the Office action.

B(2) Statement filed after B(1), but BEFORE mailing
of final action or notice of allowance (37 CFR 1.97(c)).

An information disclosure statement will be consid-
ered by the examiner if filed after the period specified in
B(1) above, but before (not on the same day as) the mail-
ing date of either

afinal action under 37 CFR 1.113; e.g., final rejection
or notice of allowability, or
a notice of allowance under 37 CFR 1.311,

whichever occurs first, provided: (1) the statement is ac-
companied by either a certification as specified in
37CFR 1.97(e) or (2) the fee set forth in 37 CFR 1.17(p).
If a final action or notice of allowance is mailed in an ap-
plication and later withdrawn, the application will be
considered as not having had a final action or notice of
allowance mailed for purposes of considering an infor-
mation disclosure statement,
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AnExpan‘e Quayle actlon is not a final aetton under -
37 CFR 1.113 as refesred to in 37 CFR 1.97. Therefore,

an mformatmn drsclosure statement ﬁled after

Ex patte Quayle action, but before ‘mailing of a notice of
allowance, must eomply with the provnsrons of 37 CFR. "
1.97(c) rather than those of 37 CFR1.97(d). However,."—a
where an Ex parte Quayle action is issued after a final re-

jection which has not been withdrawn, any information .-

dlsclosure statement filed after the Ex parte Quayle ac-
tron must comply wnth the provrsrons of 37CFR 1 97(d)

(i) If mformatlon submrtted durmg the perrod set ;
forth in 37 CFR 1. 97(c) s with a certification is used in a
new ground of re]ectron on unamended clarms, the next

Office action will not be made final since in this situation
it is clear that applicant has submitted the mformatron to

the Office promptly after it has become known and the_ ’
information is being submitted prior.to a final deter- -

mination on patentability by the Office. The information
submitted with a certification can be used in a new
ground of rejection and the next Office action made fi-
nal, however, if the new ground of rejection was necessi-
tated by amendment of the application by applicant.
Where the information is submitted during this period

with a fee, the examiner may use the information sub-

mitted; e.g., printed publication or evidence of public
use, and make the next Office action final whether or not
the claims have been amended, provided that no other
new ground of rejection which was not necessitated by
amendment to the claims is introduced by the examiner.
See MPEP § 706.07(a). If a new ground of rejection is
introduced that is neither necessitated by an amendment
to the claims nor based on the information submitted
with the fee set forth in 37 CFR 1.17(p), the Office action
shall not be madec final.

(ii) A certification under 37 CFR 1.97(¢) must state
either
(a) that each item of information contained in the
information disclosure statement was cited in a commu-
nication from a foreign patent office in a counterpart
foreign application not more than three months prior to
the filing of the statement, or
(b) that no item of information contained in the in-
formation disclosure statement was cited in a commu-
nication from a foreign patent office in a counterpart
foreign application or, to the knowledge of the person
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s:gnmgﬂwcemﬁeamaﬁermhngmmwemqm L
1y, was known to ‘any individual designated in 37 CFR
R 56(c),morethanthreemonthspnortotheﬁlmgofthe

: statement o :

A eertrﬁcatron can contam either of two statements o
One statement is that each item of mformatron m anin-
formatlon drsclosure statement was. erted ina eommu-

nication, such as a search report, from a patent office . ..

- outside the US.ina counterpart foreign applicationnot = .
' more than 3 months prior to the filing date of the state- -~~~ -

o ment Under this certification, it does not matter wheth- o L

er-any mdrvxdual with'a duty of dlsclosure actually knew

Ny "_'about any of the information cited before receiving the o o
search report ‘The date on the communication by the

foreign patent office begms the 3—month penod in the

- . same manner as the. marlmg of an Office action starts a
“3—month shortened statutory period for response. If the

communication contains two dates, the mailing date of

* the communication is the one which begins the 3—month

period. The date which begins the 3—month period is
not the date the communication was received by a for-
eign associate or the date it was received by a U.S. regis-
tered practitioner. erewnse,the statement will be con-
sidered to have been filed on the date the statement was
received in the Office, or on an earlier date of mailing or
transmission if accompanied by a properly executed cer-
tificate of mailing or facsimile transmission under
37 CFR 1.8, or Express Mail certificate under 37 CFR .
1.10.

The term counterpart foreign patent application
means that a claim for priority has been made in either
the U.S. application or a foreign application based on
the other, or that the disclosures of the U.S. and foreign
patent applications are substantively identical (e.g., an
application filed in the European Patent Office claiming
the same U.K. priority as claimed in the U.S. applica-

-tion).

Communications from foreign patent offices in for-
eign applications sometimes include a list of the family of
patents corresponding to a particular patent being cited
in the communication. The family of patents may include
a United States patent or other patent in the English lan-
guage. Some applicants submit information disclosure
statements to the PTO which list and include copies of
both the particular patent cited in the foreign patent of-
fice communication and the related United States or
other English language patent from the family list. Since
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“this is to be encouraged the United States or other En-

glish language patent will be: construed as being cited by

the forergn patent ofﬁce for purposes of a certification

under 37 CFR 1. 97(c)(1). The examiner should consider

the United States or other English language patent if
37CFR 1. 97 and 1.98 are eomp]red with.

If an mformatron disclosure statement mcludes a
copy of a dated communication from a foreign patent of-

fice which clearly shows that the statement is being sub-
mitted wrthm 3 months of the date on the communica-
tion, the copy. will be accepted as the requrred commu-
nication. It will be assumed inthe absence of evidence to

the eontrary, that the communication was for a counter-

part foreign application. -
In the alternative, a certification can be made if no

item of information contained in the information disclo--

sure statement was cited in a communication from a for-
eign patent office in a counterpart foreign application
and, to the knowledge of the person signing the certifica-
tion after making reasonable inquiry, neither was it
known to any individual having a duty to disclose more
than 3—months prior to the filing of the statement.

The phrase “after making reasonable inquiry” makes
it clear that the individual making the certification has a
duty to make reasonable inquiry regarding the facts that
are being certified. The certification can be made by a
registered practitioner who represents a foreign client
and who relies on statements made by the foreign client
as to the date the information first became known. A reg-
istered practitioner who receives information from a cli-
ent without being informed whether the information was
known for more than 3 months, however, cannot make
the certification without making reasonable inquiry. For
example, if an inventor gave a publication to the attorney
prosecuting an application with the intent that it be cited
to the Office, the attorney should inquire as to when that
inventor became aware of the publication and should not
submit a certification under 37 CFR 1.97(¢e)(2) to the Of-
fice until a satisfactory response is received. The certifi-
cation can be based on present, good faith knowledge
about when information became known without a search
of files being made.

Certification need not be in the form of an oathor a
declaration under 37 CFR 1.68. Certification by a regis-
tered practitioner or any other individual that the state-
ment was filed within the 3—month period of either first
citation by a foreign patent office or first discovery of the
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information will be accepted as dispositive of com-
phaneewrththrsprovrswnmtheabsemeofevrdenoeto -
the contrary. For example, a certrficatron could read as

~ follom '

. “I hereby certify that each'item of informa-
 tion contained in this lnformatron Disclosure

Statement was cited in a communication from a
foreign patent office in a counterpart foreign
application not more than 3 months pnor to the_'
filing of this statement.”, or

“I hereby certify that no item of information.
in the Information Disclosure Statement filed
herewith was cited in a communication from a
foreign patent office in a counterpart foreign
application or, to my knowledge after making
reasonable inquiry, was known to any individual
designated in 37 CFR 1.56(c) more than
3 months prior to the filing of this Information
Disclosure Statement.”

An information disclosure statement may include
two lists and two certifications, similar to the above ex-
amples, in situations where some of the information
listed was cited in a communication from a foreign pat-
ent office not more than 3 months prior to filing the
statement and some was not, but was not known more
than 3 months prior to filing the statement.

A copy of the foreign search report need not be sub-
mitted with the certification, but an individual may wish
to submit an English—language version of the search re-
port to satisfy the requirement for a concise explanation
where non—English language information is cited. The
time at which information was known to any individual
designated in 37 CFR 1.56(c) is the time when the infor-
mation was discovered in association with the applica-
tion even if awareness of the materiality came later. The
Office wishes to encourage prompt evaluation of the
relevance of information and to have a date certain for
determining if a certification can properly be made.
A statement on information and belief would not be suf-
ficient. Examiners should not remind or otherwise make
any comment about an individual’s duty of candor and
good faith, but questions about the adequacy of any cer-
tification received in writing by the Office should be di-
rected to the Office of the Assistant Commissioner for
Patents.
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Bﬁl Statemcnt Flled After B(Z), but Pnor to Payment of
Issue Fee (37 CFR L 97(d)) :

An mformatnon‘dlsclosure statement will be consid-
ered by the examiner if filed on or after the mailing date
of either a final action under 37 CFR 1.113 or a notice of

allowance under 37 CFR 1.311, whichever occurs first,

but before or simultancous with payment of the issue fee,
provided the statement is accompanied by:

(i) a certification as specified in 37 CFR 1.97(¢) (see
the discussion in B(2)(ii) above),

(ii) a petition requesting consideration of the infor-
mation disclosure statement, and

(iii) the petition fee set forth in 37 CFR 1.17(i)(1).

These requirements are appropriate in view of the
late stage of prosecution when the information is being
submitted; i.e., after the examiner has reached a final de-
termination on the patentability of the claims presented
for examination. The petition should be directed to the
Group Director of the examining group handling the ap-
plication. The petition need do nothing more than re-
quest consideration of the information being submitted.
Payment of the petition fee (37 CFR 1.17(i)(1)) and sub-
mission of the appropriate certification 37 CFR 1.97(¢))
are the essential elements for having information con-
sidered at this advanced stage of prosecution, assuming
the content requirements of 37 CFR 1.98 are satisfied.

The requirements of 37 CFR 1.97 provide for consid-
eration by the Office of information which is submitted
within a reasonable time; i.e., within 3 months after an
individual designated in 37 CFR 1.56(c) becomes aware
of the information or within 3 months of the information
being cited in a communication from a foreign patent of-
fice in a counterpart foreign application. This undertak-
ing by the Office to consider information would be avail-
able throughout the pendency of the application until
the point where the patent issue fee was paid. If an appli-
cant chose not to comply, or could not comply, with the
requirements of 37 CFR 1.97(d), a continuing applica-
tion could be filed to have the information considered by
the examiner. The parent application could be permitted
to become abandoned by not paying the issue fee re-
quired in the Notice of Allowance, for example, or by the
filing of a file wrapper continuing application under 37
CFR 1.62. It would not be proper to make final a first Of-
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fice action in the continuing application if the informa-
tion submitted is used in a new ground of rejection. -

B4 Statemént Filed After Payment of ISsue Fee.

After the issue fec has been paid on an apphcauon, it -

is impractical for the Office to attempt to consider newly

submitted information. Information disclosure state- -
ments filed after payment of the issue fee in an applica- -
tion will not be considered but will merely be placed in

~ the application file. See Cbelow. The application may be

withdrawn from issue at this point, however, pursuant to
37 CFR 1.313(b)(5) so that the information can be con-
sidered in a continuing application. In this situation, a
file wrapper continuing application under 37 CFR 1.62
could be filed even though the issue fee had already been
paid. The Office will consider the filing of a petition un-
der 37 CFR 1.313(b)(5) as sufficient grounds to waive
the requirement that an application under 37 CFR 1.62
be filed before payment of the issue fee. Alternatively,
for example, a petition pursnant to 37 CFR 1.313(b)(3)
could be filed if applicant states that one or more claims
are unpatentable. This statement that one or more
claims are unpatentable over the information must be
unequivocal. A statement that a serious question as to
patentability of a claim has been raised, for example,
would not be acceptable to withdraw an application from
issue under 37 CFR 1.313(b)(3).

If an application has been withdrawn from issue un-
der one of the provisions of 37 CFR 1.313(b)(1)~(4), it
will be treated as though no notice of allowance had been
mailed and the issue fee had not yet been paid with re-
gard to the time for filing information disclosure state-
ments. Petitions under 37 CFR 1.313(b) should be di-
rected to the Office of Petitions in the Office of the As-
sistant Commissioner for Patents.

B(5) Extensions of Time (37 CFR 1.97(f))

No extensions of time for filing an information dis-
closure statement are permitted under 37 CFR 1.136(a)
or (b). If a bona fide attempt is made to comply with the
content requirements of 37 CFR 1.98, but part of the re-
quired content is inadvertently omitted, additional time
may be given to enable full compliance.
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PARTS, FORM, AND CONTENT OF APPLICATION

C. EXAMINER HANDLING OF lNFORMATION -

DISCLOSURE STATEMENTS

Informatlon dxsclosure statements ‘will be revnewed'

for comphanoc with the requirements of 37 CFR 1.97

‘and 1.98 as discussed in A and B above. Applicant willbe

notified of compliance and non—complnance with the
rules as dlscussed below.

c Nohcomplying statements

Pursuant to 37 CFR 1.97(i), submitted information,
filed before the grant of a patent, which does not comply
with 37 CFR 1.97 and 1.98 will be placed in the file, but
will not be considered by the Office. Information sub-
mitted after the grant of a patent must comply with
37 CFR 1.501.

(i)If an information disclosure statement does not
comply with the requirements based on the time of filing
the statement as discussed in B above, including the re-
quirements for fees and/or certification, the statement
will be placed in the application file, but none of the in-
formation will be considered by the examiner. The ex-
aminer may use Form Paragraph 6.49 which is repro-
duced below to inform applicant that the information
has not been considered. Applicant may then file a new
information disclosure statement or correct the defi-
ciency in the previously filed statement, but the date that
the new statement or correction is filed will be the date of
the statement for purposes of determining compliance
with the requirements based on the time of filing the
statement (37 CFR 1.97).

The examiner should write “not considered” on an
information disclosure statement where none of the in-
formation listed complies with the requirements; e.g., no
copies of listed items submitted. If none of the informa-
tion listed on a PTO—1449 form is considered, a diago-
nal line should also be drawn in pencil across the form
and the form placed on the right side of the application
file to instruct the printer not to list the information on
the face of the patent if the application goes to issue. The
paper containing the disclosure statement or list will be
placed in the record in the application file. The examiner
will inform applicant that the information has not been
considered and the reasons why by using form paragraph
6.49. If the improper citation appears as part of another
paper; e.g., an amendment, which may be properly en-
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- .proper for eonsxderatlonwﬂlbeoowdewd ;
q 649 tnfmmmummmswummdm
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the provisions of MPEP § 609 because [2]. It has been placed in the

application file, butthemfummm:efmedmtheremhasmtbeen h

considered as to the merits.

Examimr Note:
SeeMPEP§609forsxmauonswhereuseofﬂmpmagmph
would be appropriate.

(u) If an information disclosure statement complies
with the requirements based on-the time of filing the
statement as discussed in B above, including the require-
ments for fees/or certification, but part of the content re-

- quirements as discussed in A above has been inadver-

tently omitted, the examiner may set a cne—month time
period to correct the omission. Forin paragraph 6.51 may
be used for this purpose.

% 6.51 Time Limit for Completing Infonnanon Disclosure

Statement

The information dlsclosure statement filed on {1} does not
comply with the requirements of 37 CFR 1.98 because [2]. Since the
submission appears to be bona fide, but through an apparent
oversight or inadverience failed to comply with the mecessary
requirements, applicant is required to complete the statement within
a TIME LIMIT of ONE MONTH from the date of this letter. NO
EXTENSION OF THIS TIME LIMIT MAY BE GRANTED
UNDER EITHER 37 CFR 1.136(a) OR (b). Failure to comply with
this notice will result in the information disclosure statement being
placed in the application file with the non—complying information not -
being considered.
Examiner Note:

This practice does not apply where there has been a deliberate
omission of some necessary part of an information disclosure

statement or where the requirements based on the time of filing the
statement as set forth in 37 CFR 1.97 have not been complied with.

If a statement fails to comply with requirements as
discussed in this section for an item of information, that
item of information in the statement will not be consid-
ered and a line should be drawn through the citation to
show that it has not been considered. However, other
items of information that do comply with ail the require-
ments will be considered by the examiner.

If information is listed in the specification rather
than in a separate paper, or if the other content require-
ments as discussed in A above are not complied with, the
examiner will notify applicant in the next Office action
that the information has not been considered. It should
be noted, however, that no copy of a U.S. patent applica-
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" tion is required to be submitted. See A(2)(iii) above.

Where a U.S. patent application is properly cited on a

separate list, the examiner should obtain access to that
file within the Office. o '

cC@ COmplying Sgateinents

The information contained in information disclosure
statements which comply with both the content require-
ments as discussed in A above and the requirements
based on the time of filing the statement as discussed in
B above will be considered by the examiner.

Applicants, patent owners, reexamination request-
ers, protestors, and others are encouraged to use form
PTO-1449), “Information Disclosure Citation,” when
preparing an information disclosure statement. A copy
of this form is reproduced in this section to indicate how
the form should be completed. This form will enable per-
sons to comply with the requirement to list each item of
information being submitted and to provide the Office
with a uniform listing of citations and with a ready way to
indicate that information has been considered. Examin-
ers must consider all citations submitted in conformance
with the rules and this section and their initials when
placed adjacent to the considered citations on the list or
in the boxes provided on a form PTO—1449 provides a
clear record of which citations have been considered by
the Office. The examiner must also fill in his or her name
and the date the information was considered in blocks at
the bottom of the PTO-1449 form. If the citations are
submitted on a list other than on a form PTO—1449, the
examiner may write “all considered” and his or her ini-
tials to indicate that all citations have been considered.
If any of the citations are considered, a copy of the sub-
mitted list or form PTO-1449, as reviewed by the ex-
aminer, will be returned to the applicant with the next
communication. Those citations not considered by the
examiner will have a line drawn through the citation and
any citations considered will have the examiner’s initials
adjacent thereto. The original copy of the list or form
PTO~ 1449 will be entered into the application file. The
copy returned to applicant will serve both as acknowl-
cdgement of receipt of the information disclosure state-
ment and as an indication as to which references were
considered by the examiner. Forms PTO-326 and
PTOL~37 include a box to indicate the attachment of
form PTO—1449.

Rev. 1, Sept. 1995

Information which complies with requirements as
discussed in this section but which is in a non~English

" language will be considered in view of the concise ex-

planation submitted (A(3) above) and insofar as it is un-
derstood on its face; e.g., drawings, chemical formulas, in
the same manner that non—English language informa-
tionin Office search files is considered by examiners in con-
ducting searches. The examiner need not have the infor-
mation translated unless it appears to be necessary to do

- 50. The examiner will indicate that the non—English lan-

guage information has been considered in the same man-
ner as consideration is indicated for information sub-
mitted in English. The examiner should not require that
a translation be filed by applicant. The examiner
should not make any comment such as that the non—
English language information has only been considered
to the extent understood, since this fact is inherent.

Since information is required to be submitted in a
separate paper listing the citations rather than in the
specification, there is no need to mark “All checked” or
“Checked” in the margin of a specification containing
citations.

If a statement fails to comply with requirements as
discussed in this section for an item of information, a line
should be drawn through the citation to show that it
has not been considered. The other items of informa-
tion listed that do comply with the rules and this section
will be considered by the examiner and will be appropri-
ately initialed.

€ (3) Documents Submitted As Part of Applicant’s Re-
sponse to Office Action

Occasionally, documents are submitted and relied on
by an applicant when responding to an Office action.
These documents may be relied on by an applicant, for
example, to show that an element recited in the claim is
operative or that a term used in the claim has a recog-
nized meaning in the art. Documents may be in any form
but are typically in the form of an affidavit, declaration,
patent, or printed publication.

To the extent that a document is submitted as evi-
dence directed to an issue of patentability raised in an
Office action, and the evidence is timely presented, ap-
plicant need not satisfy the requirements of 37 CFR 1.97
and 1.98 in order to have the examiner consider the in-
formation contained in the document relied on by appli-
cant. In other words, compliance with the information
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PEOIGRNE (3~90)
R
Form PTO-1449 Bockit Nushov (Oponsl hgglientiss Waglber
32216 07/123,456
INFORMAT[ON DISCLOSURE CITATION T : :
IN AN APPLICATION | | C. Beason, etal B
(UuMMifmy) : FilagTete §=2==01 m&@! i
' U.S. PATENT DOCUMENTS - ,
mummm DOCUMENT NUMBER | DATE NAME : CuASS | suBCLASS mmmmmm&;
JB. |sldosleddd nn | 4, as | 6
Sv. |3lolodddd 61 | Reicer 418 61
. |3 le|ofalslolo] 111 | sarien 418 6
Q»;b.. 4 |3f2]s(7] 77 590 Violfe 418 63
FOREIGN PATENT DOCUMENTS !
DOCUMENT NUMBER | DATE COUNTRY crass | sumciass %—1
el 6-610--“4& e |
SD . {1 {1]3]7]7)2]0] vs-6s Federal Republic of Germany Qs 63 X
+D. 91 4&1 08-79 European Patent Office
3o . [wosivd 1]sl7] 1] 0980 PCT International
SD. Is]o].)3]ijole] 1279 Japan W0 | a2 X
OTHER DOCUMENTS __(fncluing Authe ;

Ib -

3/74, p.p. 31743175

Kovach, et al “Simple Precision RC Oscillator,” IBM Tech. ])isdesure Bﬂﬁeﬂn Vel. l§ No. 10.

EXAMINER

Dre-

' DATE CONSIDERED

&ft. 3o, 199

EXAMINER: Initial if cltation considered, whether or not citation fs in conformance with MPEP § 609. Draw lae threugh
citation if net in conformance and net cousidered. Indude copy of this form with next communication to the applicant.
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