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82201  Copending Before the Examiner

823 Unity of Invention Under the Patent
Cooperation Treaty

801 Introduction

This chapter is limited to a discussion of the subject of
restriction and double patenting under U.S.C. Title 35
and the Rules of Practice as it relates to national applica-
tions filed under 35 U.S.C. 111, The discussion of unity
of invention under the Patent Cooperation Treaty Ar-
ticles and Rules as it is applied as an International
Searching Authority, International Preliminary Examin-
ing Authority, and in applications entering the National
Stage under 35 U.S.C. 371 as a Designated or Elected
Office in the Patent and Trademark Office is covered in
Chapter 1800.

802 Basis for Practice in Statute and Rules

The basis for restriction and double patenting prac-
tices is found in the following statute and rules:

35US.C. 121. Divisional applications.

If two or more independent and distinct inventions are claimed in
one application, the Commissioner may require the application to be
restricted to one of the inventions. If the other invention is made the
subject of a divisional application which complies with the requirements
of section 120 of this title it shall be entitled to the benefit of the filing
date of the original application. A patent issuingon an application with
respecttowhicharequirementforrestrictionunder thissection hasbeen
made, or onanapplicationfiledasaresult of sucharequirementshalinot
beused as areferenceeither in the Patent and Trademark Office orinthe
courts against adivisional application or against the original application
oranypatentissued oneither of them, if the divisional applicationis filed
before the issuance of the patenton the other application. If a divisional
application is directed solely to subject matter described and claimed in
the original application as filed, the Commissioner may dispense with
signingand execution by the inventor. Thevalidity of apatentshallnotbe
questioned for failure of the Commissioner to require the application to
be restricted to one invention.

37 CFR 1L141. Different inventions in one application.

{a) Two or more independent and distinct inventions may not be
claimed in one national application, except that more than one speciesof
an invention, not to exceed a reasonable number, may be specifically
claimed in different claims in one national application, provided that
application also includes an allowable claim generic to all the claimed
species and all the claims to species in excess of one are written in
dependent form (§ 1.75) or otherwise include all the limitations of the
generic claim,
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@)Whemclaxmstoaﬂthreecategones,psoduct,pmcessofmahng - :
B andprocessofuse,aremcludedmanauonalapphcauon,athreeway' o
 requitement for restriction’ can only;| be made where the process of - -

makmgudnsunetfromtheproduct.lfmepfooessofmakingandtht
productarenotdmunct,theptoceasofuamgmaybe)mncdwnhthe

"~ claims directed to the product and the process of making the product’.
even though a'showing of distinctriess between the product and process = '_

ofusmgtheproductcanbemade T

37 CFR 1.142. Reqmremem for resmctwn

(a) iftwoormore mdependentanddlstmctmvenuons areclaunedm _
auugleapphcaﬂon, theexaminer in his action shallrequite theapplicant
in his response to that action to elect that invention to which his claim
shall be restricted, this official action being called a requirement for
restriction (also known as arequirement for division), I the distinctness
and independence of the inventions be clear, such requirement will be .
made before any action on the merits; however, it may be made at any
time before final action in the case, at the discretion of the examiner.

(b)Claimstothe invention orinventions not elected, ifnotcancelled,
are nevertheless withdrawn from further consideration by the examiner
by the election, subject however to reinstatement in the event the
requirement for restriction is withdrawn or overruled. '

The pertinent Patent Cooperation Treaty (PCT) ar-
ticles and rules are cited and discussed in Chapter 1800.
Sections 1868, 1898.02(b) and 1898.07(c) should be con-
sulted for discussions on unity of invention: (1) before
the International Searching Authority, (2) the Interna-
tional Preliminary Examining Authority, and (3) the Na-
tional Stage under 35 U.S.C. 371.

802.01 Meaning of “Independent” and
“Distinct”

35 U.S.C. 121 quoted in the preceding section states
that the Commissioner may require restriction if two or
more “independent and distinct” inventions are claimed
in one application. In 37 CFR 1.141, the statement is
made that two or more “independent and distinct inven-
tions” may not be claimed in one application. '

This raises the question of the subjects as between
which the Commissioner may require restriction. This,
in turn, depends on the construction of the expression
“independent and distinct” inventions.

“Independent”, of course, means not dependent. If
“distinct” means the same thing, then its use in the stat-
ute and in the rule is redundant. If “distinct” means
something different, then the question arises as to what
the difference in meaning between these two words may
be. The hearings before the committees of Congress con-
sidering the codification of the patent laws indicate that
35 US.C. 121: “enacts as law existing practice with re-
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spect to dmsron,
- of 'changes.”

~The: report en the heanngs does not mentton asa
change that is mtroduced ‘the: subjects between Whlch

the Commwoner may properly requu'e dmsnon

- Thé term “independent” as already pomted out i
means not dependent A large numbeér of subjects be=
tween wluch, prior to the 1952 Act, dmsnon had been. ;

as All decnsmns should be re/

: meanmg mtended o

proper, are dependent. subjects, such, for example,

‘ eombmatlon and a subcombination thereof; as proces's._/
and apparatus used in the practice of the: process; as

‘composition and the process in which the composition is

used; as process and the product made by such process,
etc. If section 121 of the 1952 Act were intended to direct
the Commissioner never to approve division between
dependent inventions, the word “independent” would
clearly have been used alone. If the Commissioner has
authority or discretion to restrict independent inven-
tions only, then restriction would be improper as be-
tween dependent inventions; e.g., such as the ones used
for purpose of illustration above. Such was clearly, how-
ever, not the intent of Congress. Nothing in the language
of the statute and nothing in the hearings of the commit-
tees indicate any intent to change the substantive law on
this subject. On the contrary, joinder of the term “dis-
tinct” with the term “independent”, indicates lack of
such intent. The law has long been established that de-
pendent inventions (frequently termed related inven-
tions) such as used for illustration above may be properly
divided if they are, in fact,“distinct” inventions, even
though dependent.

INDEPENDENT

The term “independent” (i.c., not dependent) means
that there is no disclosed relationship between the two or
more subjects disclosed, that is, they are unconnected in
design, operation, or effect, for example: (1) species un-
der a genus which species are not usable together as dis-
closed or (2) process and apparatus incapable of being
used in practicing the process.

DISTINCT

The term “distinct” means that two or more subjects
as disclosed are related, for example, as combination and
part (subcombination) thereof, process and apparatus
for its practice, process, and product made, etc., but are
capable of separate manufacture, use, or sale as claimed,
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' Restnctlon, a genenc term, mcludes that practlce of

requiring an election between dlstmct mventlons, forex-

ample, electlon between combmatlon and subcombma- "
“tion mventlons, and the practice relating to an electlon o

between independent inventions, for example, and elee-'_ _
tion of species. :

803 Restriction — When Pi'oper
Under the statute an application' may properly be

required to be restricted to one of two or more claimed
inventions only if they are able to support sep-

arate patents and they are -either independent

(MPEP § 806.04 — § 806.04(j)) or distinct MPEP '
§ 806.05 — § 806.05(i)).

This is true where two or more of the members are S0.
unrelated and diverse that a prior art reference antici-
pating the claim with respect to one of the members
would not render the claim obvious under 35 U.S.C. 103
with respect to the other member(s).

In applications containing claims of that nature, the
examiner may require a provisional election of a single
species prior to examination on the merits. The provi-
sional election will be given effect in the event that the -
Markush—type claim should be found not allowable.
Following election, the Markush—type claim will be ex-
amined fully with respect to the elected species and fur-
ther to the extent necessary to determine patentability.
Should the Markush~type claim be found not allowable,
examination will be limited to the Markush—type claim
and claims to the elected species, with claims drawn to
species patentably distinct from the elected species held
withdrawn from further consideration.

As an example, in the case of an application with a
Markush—type claim drawn to the compound C-R,
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fully with respect to the elected specles and any specles

considered to be clearly unpatentable over the elected.l, o
species. If on examination the elected species is foundto -
be anticipated or rendered obvious by prior art, the Mar-i' ,
kush~—type claim and claims to the elected species shall -
be rejected, and claims to ‘the non—=elected species .

would be held withdrawngrom further consideration. As
in the prevailing practice, a second action on the rejected
claims would be made final.

On the other hand, should no prior art be found that
anticipates or renders obvious the elected species, the
search of the Markush~type claim will be extended. If

prior art is then found that anticipates or renders ob- .

vious the Markush—type claim with respect to a non—
elected species, the Markush—type claim shall be re-
jected and claims to the non—elected species held with-
drawn from further consideration. The prior art search,
however, will not be extended unnecessarily to cover all
non~-elected species. Should applicant, in response to
this rejection of the Markush—type claim, overcome the
rejection, as by amending the Markush~type claim to
exclude the species anticipated or rendered obvious by
the prior art, the amended Markush—type claim will be
reexamined. The prior art search will be extended to the
extent necessary to determine patentability of the Mar-
kush—type claim. In the event prior art is found during
the reexamination that anticipates or renders obvious
the amended Markush—type claim, the claim will be re-
jected and the action made final. Amendments sub-
mitted after the final rejection further restricting the
scope of the claim will not be entered.

If the members of the Markush group are sufficiently
few in number or so closely related that a search and ex-
amination of the entire claim can be made without seri-
ous burden, the examiner is encouraged to examine all
claims on the merits, even though they are directed to in-
dependent and distinct inventions. In such a case, the ex-
aminer will not follow the above procedure and will not
require restriction.

If the search and examination of an entire applica-
tion can be made without serious burden, the examiner
must examine it on the merits, even though it includes
claims to distinct or independent inventions.
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ofA/B,C,D, and E, the exammer may requu'e a provn
sional. electlon ofa smgle specnes, CA, CB CC CD or_"' '
CE. The Markush—type claim would then be exanuned'? :
restnctlon beMeen patentably dlstmct mventnqns L
nust be independent . (see R
- MPEP §802.01, § 806.04; § 808, 01) or dlstmct as clanmed.,_,

g (seeMPEP§80605 L
- (2) There must be aserious burden on the examiner .

PATENTABLY,DISTKNCT INVENTIONS

There are two critetia for a proper reqmrement for. 5

(1) The ifinvemioﬁs

- §806.05(7)); and

if restriction -is not ‘required (see MPEP § 803.02 -
§80604(a) 0),§808 Ol(a) and§80802) '

GUH:)ELINES, |

Examiners must provide reasons and/or examples to
support conclusions, but need not cite documents to sup-
port the requirement in most cases.

Where plural inventions are capable of being viewed
as related in two ways, both applicable criteria for dis-
tinctness must be demonstrated to support a restriction
requircment.

If there is an express admission that the clalmed in-
ventions are obvious over each other within the meaning
of 35 U.S.C. 103, restriction should not be required, I re
Lee, 199 USPQ 108 (Deputy Asst. Comm’r. for Pats
1978).

For purposes of the initial requirement, a serious
burden on the examiner may be prima facie shown if the
examiner shows by appropriate explanation either sepa-
rate classification, separate status in the art, or a differ-
ent field of search as defined in MPEP § 808.02. Thatpri-
ma facie showing may be rebutted by appropriate show-
ings or evidence by the applicant. Insofar as the criteria
for restriction practice relating to Markush~type claims
is concemned, the criteria is set forth in MPEP § 803.02.
Insofar as the criteria for restriction or election practice
relating to claims to genus—species, sece MPEP
§ 806.04(a) — (j) and MPEP § 808.01(a).

803.01 Review by Primary Examiner

Since requirements for restriction under Title
35 U.S.C. 121 are discretionary with the Commissioner,
it becomes very important that the practice under this
section be carefully administered. Notwithstanding the
fact that this section of the statute apparently protects
the applicant against the dangers that previously might
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have resulted from eompllanee w1th an 1mproper re-:'-,{_-j
quirement. for restnctlon, IT STILL REMAINS IM- :
- PORTANT FROM THE. STANDPOINT OF THE
PUBLIC INTEREST THAT NO REQUIREMENTS"
BE MADE WHICH MIGHT RESULT IN THE IS-
SUANCE OF TWO PATENTS FOR THE SAME IN- -
VENTION. Therefore, to guard against this possibility, _
the primary examiner must personally review and sign all

final requlrements for restnctlon
803.02 Restnetion e Markush Claims
PRA_CI‘ICE RE MARKUSH-TYPE CLAIMS

Since the decisions in I re Weber et al., 198 USPQ 328
(CCPA 1978); and In re Haas, 198 USPQ 334 (CCPA
1978), it is improper for the Office to refuse to examine
that which applicants regard as their invention, unless
the subject matter in a claim lacks unity of invention, In
re Hamish, 631 F.2d 716, 206 USPQ 300 (CCPA 1980); Ex
Parte Hozumi, 3 USPQ 2d 1059 (Bd. Pat. App. & Int.
1984). Broadly, unity of invention exists where com-
pounds included within a Markush group (1) share a
common utility and (2) share a substantial structural fea-
ture disclosed as being essential to that utility.

This subsection deals with Markush~type generic
claims which include a plurality of alternatively usable
substances or members. In most cases, a recitation by
enumeration is used because there is no appropriate or
true generic language. In many cases, the Markush—type
claims include independent and distinct inventions. This
is true where two or more of the members are so unre-
lated and diverse that a prior art reference anticipating
the claim with respect to one of the members would not
render the claim obvious under 35 U.S.C. 103 with re-
spect to the other member(s).

In applications containing claims of that nature, the
examiner may require a provisional election of a single
species prior to examination on the merits. The provi-
sional election will be given effect in the event that the
Markush—type claim should be found not allowable.
Following election, the Markush—type claim will be ex-
amined fully with respect to the elected species and fur-
ther to the extent necessary to determine patentability.
Should the Markush —type claim be found not allowable,
examination will be limited to the Markush—type claim
and claims to the elected species, with claims drawn to
species patentably distinct from the elected species hefd
withdrawn from further consideration.
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As an example, in: the case of an applxcatxon w1th a _'

'Markush-type cla!m drawn o the compound C—R AR

- whereinR =~ - g
isa radlcal selected from the group cons1stmg of A, B C SN
D, and E, the exammer may reqmre a provisional elee-:'_ S
tion of a smgle specnes, CA, CB ‘CC, CD, or CE. Thef'__--_‘i N

- Markush—type claim would then be examined fully with

_ respect to the elected species and any. specles eonsndered

tobe clearly unpatentable over the ¢lected specnes Hon '

~ examination the elected species is found to.be: antlcl-'

pated or rendered obvious by prior: art, the Markush— ~
type claim and claims to the elected species shall be re-
jected, and claims to the non—elected species would be
held withdrawn from further consideration. As in the
prevailing practice, a second action on the rejected
claims would be made final.

On the other hand, should no prior art be found that
anticipates or renders obvious the elected species, the
search of the Markush—type claim will be extended. If
prior art is then found that anticipates or renders ob-
vious the Markush—type claim with respect to a non—
elected species, the Markush—type claim shall be rejected
and claims to the non—elected species held withdrawn
from further consideration. The prior art search, howev-
er, will not be extended unnecessarily to cover ail non—
elected species. Should applicant, in response to this re-
jection of the Markush—type claim, overcome the rejec-
tion, as by amending the Markush —type claim to exclude
the species anticipated or rendered obvious by the prior
art, the amended Markush—type claim will be reex-
amined. The prior art search will be extended to the ex-
tent necessary to determine patentability of the Mar-
kush—type claim. In the event prior art is found during
the reexamination that anticipates or renders obvious
the amended Markush—type claim, the claim will be re-
jected and the action made final. Amendments sub-
mitted after the final rejection further restricting the
scope of the claim may be denied entry.

If the members of the Markush group are sufficiently
few in number or so closely related that a search and ex-
amination of the entire claim can be made without seri-
ous burden, the examiner must examine all claims on the
merits, even though they are directed to independent
and distinct inventions. In such a case, the examiner will
not follow the above procedure and will not require re-
striction.
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N >8u3.03
Appllcatmns [R—l]

PRACl‘ICE RE TRANSlTIONAL APPLICATION

37CFR 1 129 Thmsmonal pmcedures for lxmued exammauon‘ :

after final rejection and restriction practice.

L2 12 4

(b)(1) In an application, other than for reissue or a design patent,

that bas been pending for at least three years as of June 8, 1995, taking -

into account any reference made in the application to any earlier filed

application under 35 U.S.C. 120, 121 and 365(c), no requirement for

restriction or for the filing of divisional applications shall be made or
maintained in the application afier June §, 1995, except where:

(i) the requirement was first made in the application or any
earlier filed application under 35 U.S.C. 120, 121 and 365(c) prior to

April 8, 1995;

(ii) the examiner hasnotmade a requirement for restrictionin
the present or parent application prior to April 8, 1995, duetoaaionsby
the applicant; or

(i) the required fee for examination of each additional i inven-
tion was niot paid.

(2) Xf the application contains more than one independent and
distinct invention end a requirement for restriction or for the filing of
divisional applications cannot be made or maintained pursuant to this
paragraph, applicant will be so notified and given a time period to:

(i) elect the invention or inventions to be searched and
examined, if no election has been made prior to the notice, and pay the
fee set forth in 1.17(s) for each independent and distinct invention
claimed in the application in excess of one which applicant elects;

(i) confinnanelectionmadepriortothe notice andpaythefee
set forthin §1.17(s) for eachindependent and distinct invention claimed
in the application in addition to the one invention which applicant
previously elected; or

(iii) file a petition under this section traversing the require-
ment. i therequired petitionisfiled in a timely manner, the original time
period for electing and paying the fee set forth in § 1.17(s) wilf be
deferred and any decision on the petition affirming or modifying the
requirement will set a new time period to elect the invention or
inventions to be searched and examined and to pay the fee set forth in
§ 1.17(s) for each independent and distinct invention claimed in the
application in excess of one which applicani elects.

(3) The additional inventions for which the required fee has not
been paid will be withdrawn from consideration under § 1.142(b). An
applicant who desires examination of an invention so withdrawn from
consideration can file a divisional application under 35 U.S.C. 121.

(c) The provisions of this section shall not be applicable to any
application filed after June 8, 1995.

“Restriction” under 37 CFR 1.129(b) applies to both
restriction requirements under 37 CFR 1.142 and elec-
tion of species requirements under 37 CFR 1.146.

Section 1.129(b)(1) provides for examination of
more than one independent and distinct invention in
certain applications pending for 3 years or longer as of
June 8, 1995, taking into account any reference to any
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(2) no restriction. requn'ement was. madewnth Te-

~ specttothe. invention(s) in the apphcatnon orearlierap- - 3
-plication prior to April 8, 1995 due to actions by the ap-'_ti; 1

plicant; or _ co
3) the requlred fee for exammatmn of each addn-_' .

tional invention was not pald

Only if one of these exceptions applies, is a noi'mal
restriction requirement appropriate and telephone re-
striction practice may be used.

Examples of what constitute “actions by the apph-
cant” in 37 CFR 1.129(b)(1) are:

(1) applicant abandoned the application and con-
tinued to refile the application such that no Offnce action
could be issued in the application,

(2) applicant requested suspension of prosecutnon
under 37 CFR 1.103(a) such that no Office action could
be issued in the application, 4

(3) applicant disclosed a plurality of independent
and distinct inventions in the present or parent applica-
tion, but delayed presenting claims to more than one of
the disclosed independent and distinct inventions in the
present or parent application such that no restriction re-
quirement could be made prior to April 8, 1995, and

(4) applicant combined several applications, each
of which claimed a different independent and distinct in-
vention, into one large “continving” application, but
delayed filing the continuing application first claiming
more than one independent and distinct invention such
that no restriction requirement could be made prior to
April 8, 1995.

In examples (1) and (2), the fact that the present or
parent application claiming independent and distinct in-
ventions was on an examiner’s docket for at least three
months prior to abandonment or suspension, or in exam-
ples (3) and (4), the fact that the amendment claiming in-
dependent and distinct inventions was first filed, or the
continuing application first claiming the additional inde-
pendent and distinct inventions was on an examiner’s
docket, at least three months prior to April 8, 1995, is pri-
ma facie evidence that applicant’s actions did not pre-
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snon of tnme under 37 CFR 1 :136(a) does no constntute
such “actlons by the ap‘ 'cant”
1. 129(b)(1) o B

NOTE: lf an exammer beheves an apphcatlon falls R
under: the exceptlon that no restriction could be made ‘
- prior to April 8, 1995 due to apphcant’s actlon, the ap- ;7 -t
plication must be brought to the attention of the Group -

Expert for rev1ew

- Under 37 CFR 1. l29(b)(2), if the apphcatton con-'." '

tains clmms to more than one independent and distinct
invention, and no requirement for restriction or for the

filing of divisional applications can be made or main-

tained, applicant will be notified and given a time period
to: B ,
(i)elect the invention or inventions to be searched

and examined, if no election has been made prior to the

notice, and pay the fee set forth in 37 CFR 1.17(s) for

each independent and distinct invention claimed in the

application in excess of one which applicant elects,

(ii) insituations where an election was made in re-
sponse to a requirement for restriction that cannot be
maintained, confirm the election made prior to the no-
tice and pay the fee set forth in 37 CFR 1.17(s) for each
independent and distinct invention claimed in the ap-
plication in addition to the one invention which appli-
cant previously ¢lected, or

(i) file a petition under 37 CFR 1.129(b)(2) tra-
versing the requirement without regard to whether the
requirement has been made final. No petition fee is re-
quired. 37 CFR 1.129(b)(2) also provides that if the peti-
tion is filed in a timely manner, the original time period
for electing and paying the fee set forth in 37 CFR 1.17(s)
will be deferred and any decision on the petition affirm-
ing or modifying the requirement will set 2 new time pe-
riod to elect the invention or inventions to be searched
and examined and to pay the fee set forth in 37 CFR
1.17(s) for each independent and distinct invention
claimed in the application in excess of one which appli-
cant elects.

Under 37 CFR 1.129(b)(3), each additional inven-
tion for which the required fee set forth in 37 CFR
1.17(s) has not been paid will be withdrawn from consid-
eration under 37 CFR 1.142(b). An applicant who de-
sires examination of an invention so withdrawn from

800 -7

under 37 CFR

';“tltled to consideration of a onal*
B ,payment of the requlred fee ; o

R 8 41 TPansmanal Restnctwn orEIecnon of Spectes Requm: L
-ment to be Mailed Aﬁ‘er]une 8,1995 : g

This apphcauomssubjecttothetmnsmonal testnctlon provisions of

- Public Law 103—465, which became effective on June 8 1995, because:

1. the application was filed on or before June 8, 1995, and has an.

‘effective U.S. ﬁlmg date of June 8, 199L or. earlier; . -

2.a requu'ement for restriction was not made i in the present ora .
parent appllcatlon prior to April 8,1995;and .. . - ’

3. the examiner was not prevented frommaking a requirement for.
restriction in the present or parent apphcauon pnortoApnl 8, 1995 due
to actions by the applicant.

The transitional restriction prov:slons permltappllcanttohave more
than one mdepeudent and distinet invention examined in the same
application by paying a fee for each invention in excess of one.

Final rules concerning the transition restriction provisions were
published in the Federal Register at 60 FR 20195 (April 25, 1995) and in
the Official Gazette at 1174 OG 15 (May 2, 1995). The final rules at 37
CFR 1.17(s) include the fee amount required to be paid for each
additional invention as set forth in the following requirement for
restriction. :

Applicant must either: (1) elect the invention or inventions to be
searched and examined and pay the fee set forth in 37 CFR 1.17(s) for
eachindependentand distinctinventioninexcessof onewhichapplicant
elects; or (2) file a petition under 37 CFR 1. 129(b) traversing the
requirement. .

Examiner Note:

1. This paragraph should be used in all restriction or election of
species requirements made in applications subject to the transition
restriction provisions set forth in 37 CFR 1.129(b) where the require-
ment is being mailed after June 8, 1995. The procedure is NOT
applicable to any design or reissue application.

2. This paragraph should be followed by form paragraph(s) 8.01,
8.02 or 8.08--8.22, as appropriate.<

>803.03(a) Transitional Application —
Linking Claim Allowable [R—1]

Whenever divided inventions in a transitional ap-
plication are rejoined because a linking claim is allowed
(MPEP § 809) and applicant paid the fee set forth in 37
CFR 1.17(s) for the additional invention, applicant
should be notified that he or she may request a refund of
the fee paid for that additional invention. <

Rev. 1, Sept. 1995




A

Rev. 1, Sept, 1995 _ ~ 800-8 R




" RESTRICTION IN APPLICATIONS FILED UNDER 35 US.C

Starting June 8 199_5 s
No Telephone restriction

§ l 129(b) not avanlable :
_ normal rest, apphcable

Y

Apphca!m has an eft‘ecﬂve filing date of
6/8/92 or earlier

§ 1. 129(b) not avallable »
normal rest. applicable”

Restriction made in ication or parent Y § 1.129(b) not available
application before 4/8/95 normal rest. applicable '
N hasbee' ade in the ‘ o
o restriction i 7H it the presernt or § 1.129(b) not available
ent ication prior to 4/8/95 Y et arli
p?;ue to@gtmns by the applicant mormal rest. npphcable ,

N

v

Make rest. requirement but indicate that

under § 1. lZ?(b&apphc};nt given lflapgt)shga:u
time period to either: €lects vy . . .
Search and examine elecied invention
1) elect and ee set forth in § 1.17(s) for no fee paid icab
M each adg::x%nal invention over 1; or Of nO normal rest. applicable

(2) file petition under § 1.129(b)(2) traversing petition filed
rest. and give reasons

petition filed election and fees paid
. N . -Search and examine inventions for which
Decided by Gp. Dir. fees paid
modify or affirm -Inventions for which fees not paid will be
in favor of applicant rest. w/d from consideration under § 1.142(b)
and rest. w/d , ¥
Applicant given time period to

elect and pay fee set forth in If applicant
§ 1.17(s) for each add. invention §—¢lects but no

fees paid
| examine all over 1 P
inventions fees paid

Search and examine
elected invention

Search and §

.
-Search and examine elected invention plus
inventions for which fees paid
- Inventions for which fees not paid will be w/d
from consideration under § 1.142(b)

800 -9 Rev. 1, Sept. 1995



804 Deﬁnitlon of Double Patenting [R-l] 5

35 Us.c. 101 Invennons Patentable

Whoever invents or discovers any new and useful proeess, machme,‘ 3
manufactore, orcomposition of matter or any new and useful improve-

ment thereof, may obtain s patent therefore, subgect to the conditions
and requirements of this title.

35US.C. 121 Divisional Applications
If two or more independent and distinct inventions are claimed in
one application, the Commissioner may require the application to be

restricted to one of the inventions. If the other invention is made the

subjectof a divisional application which complies with the requirements
of section 120 of this title it shall be entitled to the benefit of the filing
date of the original application. A patent issuing on an application with
respecttowhicharequirementfor restrictionunder thissection hagbeen
made, or on an application filed as a result of such a requirement, shall
notbeused asareference eitherin the Patentand Trademark Office orin
the courts against a divisional application or against the original
application or any patent istucd on either of them, if the divisional
application is filed before the issuance of the patent on the other
application. If a divisional is directed solely to subjtct matter described
and claimed in the original application as filed, the Commissioner may
dispense with signing and execution by the inventor. The validity of a
patentshall notbe questioned for failure of the Commissioner to require
the application to be restricted to one invention.

The doctrine of double patenting secks to prevent
the unjustified extension of patent exclusivity beyond
the ** term of a patent. The public policy behind this
doctrine is that:

The public should . . . be able to act on the assump-
tion that upon the expiration of the patent it will be
free to use not only the invention claimed in the pat-
ent but also modifications or variants which would
have been obvious to those of ordinary skill in the
art at the time the invention was made, taking into
account the skill in the art and prior art other than
the invention claimed in the issued patent.

In re Zickendraht, 319 F.2d 225, 232, 138 USPQ 22,
27 (CCPA 1963) (Rich, J., concurring). Double patenting
results when the right to exclude granted by a first patent
is unjustly extended by the grant of a later issued patent
or patents. I re Van Ornum, 686 F.2d 937, 214 USPQ 761
(CCPA 1982).

Before consideration can be given to the issue of
double patenting, there must be some common relation-
ship of inventorship and/or ownership of two or more
patents or applications. Since the doctrine of double pat-
enting seeks to avoid unjustly extending patent rights at
the expense of the public, the focus of any double patent-

Rev. 1, Sept. 1995

_ Onetst

: ‘mg analysns necessanly ison the clalms in: the multnple-
‘ patents or patent apphcattons mvolved in the analys;s

There are two' types of double patentmg Tejections.

the “nonstatutory—type double patentmg rejection
based on a judicially created doctrme gtounded in publxc

- policy and which is primarily intended to prevent pro- . R

longation of the patent term by prohtbttmg claims in a
second patent not patentably dtstmgutshmg from claims
in a first patent. Nonstatutory double patenting includes
one—way obviousness, two—way obviousness and non-
obviousness rejections.

~ Refer to Charts I-A, I-B, II—A, and II-B for an
overview of the treatment of applications having con-
flicting claims.

I. INSTANCES WHERE DOUBLE FATENTING
ISSUE CAN BE RAISED

A double patenting issue can arise between two or
more pending applications, between one or more pend-
ing applications and a patent, or in a reexamination pro-
ceeding. Double patenting does not relate to interna-
tional applications which have not yet entered the na-
tional stage in the United States.

A. BETWEEN ISSUED PATENT AND ONE OR
MORE APPLICATIONS

Double patenting may exist between an issued patent
and an application filed by the same inventive entity, or
by an inventive entity having a common inventor with the
patent, and/or by the owner of the patent. Since the in-
ventor/patent owner has already secured the issuance of
a first patent, the examiner must determine whether the
grant of a second patent would give rise to an unjustified
extension of the rights granted in the first patent.

B. BETWEEN COPENDING APPLICATIONS —
PROVISIONAL REJECTIONS

Occasionally, the examiner becomes aware of two co-
pending applications filed by the same inventive entity,
or by different inventive entities having a common in-
ventor, and/or that are filed by a common assignee that
would raise an issue of double patenting if one of the ap-
plications became a patent. Where this issue can be ad-
dressed without violating the confidential status of ap-

800 — 10

 “same invention” typedouble patentmg rejec-»f:-‘ o
~tion based on 35 U S.C. 101 which states in the smgular' ) v
 that an inventor “may obtain a patent”. The second is.



Provigional | Provisional Rejection
Statutory Rejection Under
Double-Patenting Under 102(e) 162{0) or -
Raojectlon 102(g)
7.46.1 :
8308832 7.46,7.19
Provisional Statutory
or Double-Patenting
Rejection ;
Suggest Let Senior Party lssue ' .
Claims and Reject Junior Party 8.30&8.32
for Under 102(e)
intesference
7.1 6!3
11.04
And/Or And And
Rejection Assignee Provislonal Stetutory Provisienal Rejection
Under Required to Double-Patenting Under 102(e)
102{f) or Name Prior inventor Rejection
102{g) 7464
6.27 6308832
7.45,7.49
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And ,_ And
Provisional Provisional | T
" Cbviousness Rejection . Rejection
Double-Patenting Under 162(e}/103 s Un:(:;l' S
Rejection ' | 102(nr108
: 7.21.1 | orto2(g)103
.33 & 0.36 or 8.37 S
LC LI
] _ ;
Lot Sentor Party lssue | Provisional Obviousness
and Reject Junior Party -} Double-Patenting
Under 102(e)/103 Rejection _
7.21 8.3388.350r8.37 -
] And ¥ of Applicant’s mﬂ
Provisional Provisional
Obvicusness -Rejection
Double-Patenting Under 102{e)/103
Rejection
7.20.4, 7.21.4
6.33 & 8.35 or 8.37
And/Or
Rejection Assignee Required to Provisional Provisional Rejection
Undar Emm o Obvloushess of Later
10291103 O ooct Maties et 16247 ov (or :oubh-l;mnﬂnn Under 102{el/103
102{gir103 mmmw:om " 7.29.19
tavention 8.3% & 8.36 or 8.37
7.21
.26
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1 Double-Patenting Under 102(e) Under -~ '
* | Rejection 102(for(g).| |
7.46.2 ‘
8.208 8.91 7.18,7.19
Statutory
or Double-Patenting
Suggest Rejection | ,
f‘ i Under 102{e) 8.30 & 8.31
or
Interference 7.46.3
49.04
AndiCr And And
Rejection Assignee Statutory Rejection
Under Required to Bouble-Patenting Under 102{a)
102() or Name Prior Inventor Rejection
102(g) 7.46.2
6.27 €.30& 8.31
7.6, 7.19
800 — 13 Rev. 1, Sept, 1995




And And
Obviousness ,
mmcaon ning Ma w103 E.nj:o?m -
. .
: 102(f/408
8.93 6 8.34 or 6.36 7.24 or 102(gl103
7.24
pue— |
Reject ion Undaer Cbvicusnese
102(e)/103 Double-Patenting
Rejection
7'21 R
8.33 & 6.34 or 8.36
¥ And ¥ of s Invention
Cbvicugness Rejection
Double-Patenting Under 102{e)/103
Rejection
7-20.1 [} 7-21
€.338 8.34 or 8.36
And/Or ‘
Rejection Assignee Required to Brovisional Rejection
Under Either: Obvicusness Under 102(e)/108
102(fy/103 O aact eatans Cedes 40207 o tar Double-Patenting
or o Rejection 7.29.4
102{gl/102 (2} Biows inventions Viere Commonty
vanison 1o of Applicent'e 8.33 & 8.35 or 8.37
7.24
8.28
Rev. 1, Sept. 1995 800 - 14




- phcatlons (35 U S C 122), the courts have sanctloned‘k I

 the practice of makmg applrcant aware of the potentlal: S ’
double patentmg problem if one-of the apphcatrons be- ;
came a patent by permitting the examiner to make a
“provrslonal” rejection on the- ground of double paten-‘, :
ting. In re Mott, 539 F.2d 1291, 190 USPQ 536 (CCPA -

1976); In re Wetterau, 148 USPQ 499 (CCPA 1966). The

merits of such a provisional rejection can be addressed

by both the applicant and the examiner wrthout waltmg
for the first patent to issue.

The “provisional” double patenting rejection should
continue to be made by the examiner in each application
as long as there are conflicting claims in more than one
application unless that “provisional” double patenting
rejection is the only rejection remaining in one of the ap-
plications. If the “provisional” double patenting rejec-
tion in one application is the only rejection remaining in
that application, the examiner should then withdraw that
rejection and permit the application to issue as a patent,
thereby converting the “provisional” double patenting
rejection in the other application(s) into a double pat-
enting rejection at the time the one application issues as
a patent.

If the “provisional” double patenting rejections in
both applications are the only rejections remaining in
those applications, the examiner should then withdraw
that rejection in one of the applications (e.g., the ap-
plication with the easlier filing date) and permit the ap-
plication to issue as a patent. The examiner should main-
tain the double patenting rejection in the other applica-
tion as a “provisional” double patenting rejection which
will be converted into a double patenting rejection when
the one application issues as a patent.

C. REEXAMINATION PROCEEDINGS

A double patenting issne may be raised in a reex-
amination proceeding. Ex parte Obiaya, 227 USPQ 58
(Bd. Pat. App. & Inter. 1985) (Double patenting rejec-
tions are analogous to rejections under 35 U.S.C. 103
and depend on the presence of a prior patent as the basis
for the rejection). Accordingly, a double patenting issue
may properly be addressed in a reexamination proceed-
ing. See MPEP 2258.

800 - 15

Iy grounds The ground of rejection employed depends

upon the relatlonslup of the inventions being claimed.. .
- Generally, a double patentmg rejectron is not pernutted Bt
‘where the claimed subject matter is presented inadivi- -
. sional applrcatlon as a result of a restriction requrrement :

made in a parent apphcatlon under 35 U.S.C. 121,

Where the claims of an appllcatron are substantrvely
the same as those of afirst patent, they are barred under
35 U.S.C. 101 - the statutory basis for a double patent-
ing rejection. A rejection based on double patenting of
the “same invention” type finds its support in the lan-
guage of 35 U.S.C. 101 which states that “whoever in-
vents or discovers any new and useful process ... may ob-
tain a patent therefor ...” (Emphasis added). Thus, the
term “same invention”, in this context, means an inven-
tion drawn to identical subject matter. Miller v. Eagle
Mfg. Co, 151 US. 186 (1894); In re Ocken,
245 F.2d 467, 114 USPQ 330 (CCFA 1957); and In re Vo-
gel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). Where
the claims of an application are not the “same” as those
of a first patent, but the grant of a patent with the claims
in the application would unjustly extend the rights
granted by the first patent, a double patenting rejection
under nonstatutory grounds is proper.

In determining whether a proper basis exists to enter
a double patenting rejection, the examiner must deter-
mine —

(a) Whether a double patenting rejection is prohib-
ited by the third sentence of 35 U.S.C. 121? See MPEP
804.01. If such a prohibition applies, a double patenting
rejection cannot be made.

(b) Whether a statutory basis exists?

(¢) Whether a nonstatutory basis exists?

BEach determination must be made on the basis of all
the facts in the case before the examiner. Charts 1-A,
I-B, lI-A, and II-B illustrate the methodology of
making such a determination. .

Domination and double patenting should not be con-
fused. They are two separate issues. One patent or ap-
plication “dominates” a second patent or application
when the first patent or application has a broad or gen-
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i When a double patentmg rejection is- appropnate, it -

, mustbebased either Ot statutory grounds onstatuto-’ :



eric clalm wluch fully enoompasses or cads onan mven- -
tion defined in a narrower or more. specnftc claim m«f
another patent or apphcatlon Dommatlon byitself;ie.,

in the absence of statutory or nonstatutory double pat- .
enting grounds, cannot support a double patenting Tejec-

tion. In re Sarett, 140 USPQ 474 482 (CCPA 1964), Inre

Kaplan, 229 USPQ 678, 681 (Fed. Cir. 1986). However,

the presence of domination does not preclude double

patenting. See, e.g, In re Schneller, 158 USPQ 210 :

(CCPA 1968).

A. STATUTORY DOUBLE PATENTING —
35US.C. 101 '

In determining whether a statutory basis for a double
patenting rejection exists, the question to be asked is: Is
the same invention being claimed twice? 35 U.S.C, 101
prevents two patents from issuing on the same invention.
“Same invention” means identical subject matter. Miller
v. Eagle Mfg. Co., 151 U.S. 186 (1984); In re Ockert, 114
USPQ 330 (CCPA 1957); In re Vogel, 164 USPQ 619
(CCPA 1970).

A reliable test for double patenting under 35 U.S.C.
101 iswhether a claim in the application could be literally
infringed without literally infringing a corresponding
claim in the patent. In re Vogel, 422 F2d 438, 164 USFQ
619 (CCPA 1970). Is there an embodiment of the inven-
tion that falls within the scope of one claim, but not the
other? If there is such an embodiment, then identical
subject matter is not defined by both claims and statutory
double patenting would not exist, For example, the in-
vention defined by a claim reciting a compound having a
“halogen” substituent is not identical to or substantively
the same as a claim reciting the same compound except
having a “chlorine” substituent in place of the halogen
because “halogen” is broader than “chlorine.” On the
other hand, claims may be differently worded and still
define the same invention. Thus, a claim reciting a wid-
get having a length of “36 inches” defines the same in-
vention as a claim reciting the same widget having a
length of “3 feet.”

If it is determined that the same invention is being
claimed twice, 35 U.S.C. 101 precludes the grant of the
second patent regardless of the presence or absence of a
terminal disclaimer. Vogel, supra.

Form paragraphs 8.30 and 8.31 (between an issued
patent and one or more applications) or 8.32 (provision-
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al re]ectlons) may be u'
'entmg re]ectlons

dto makésiatat;sxy dowblepat-

| 830 35 USC 101 Statutopy Basts for Double Patentmg; SRAE

' “Headmg”Only : S

- Arejection bascd on' double patentmgof the“same mvenuon type Lo
finds its support in the language ¢ of 35 US. C"}101 whlch states that '

“whoevermventsorducoversanynewanduse | process.. mayobtmna;'

: patenttherefor,... (Empbasnsaadcd) Thus,theterm ‘sameinvention,” -

in this context, means an invention drawn w0 1dent|cal subgect matter.

- Millerv. EagleMjfz Co.,151US. 186(1894),Inm0ckaf, 245F2d 467, -
* 114 USPQ 330 (CCPA 1957), and In re VogeL 422 F2d 438 164 USPQ,. '

619 (CCPA: 1970) ;

* Astatutory—type (35 U. s. C. 101) double patentmg re;ectlon canbe
overcomebycanocbngor amending the conflictingclaimsso theyareno
longer coextensive in scope. The filing of a terminal disclaimer cannot
overcome a double patenting rejection based upon 35 U.S.C, 101.

Examiner Note: _
This form paragraph must be used as a heading for all subsequent
double patenting rejections of the statutory (same invention) type using

either of form paragraphs 8.31 or 8.32, ]

9 8.31 Rejection, 35 U.S.C. 101, Double Patenting (Old 7.06)

Claim{1] rejectedunder35U.8.C. 101 asclaimingthe sameinvention
as that of claim| 2] of prier U.S. patent no. [3]. Thisis a double patenting
rejection.

Ezaminer Note

1. This paragraph must be preceded by form paragraph 8.30 and is
used only for double patenting rejections of the same invention claimed
in an earlier patent; that is, the “scope” of the inventions claimed is
identical.

2. Iftheconflictingclaimsarein another copendingapplication, do
not use this paragraph, A provisional double patenting rejectlon should
be made using paragraph 8.32.

3. Do not use this paragraph for non—statutory—type double
patenting rejections. If non—statutory type, use appropriate form
paragraphs 8.33 to 8.39.

4. Thisparagraph maybe used where the conflicting patentand the
pending application are:

(a) by the same inventive entity, cr

(b) byadifferent inventive entity and are commonly assignedeven
though there is no common inventor, or

(c) not commonly assigned but have at least one common
inventor,

5. Inbracket 3, insert the number of the conflicting patent.

6. If the patent is to a different inventive entity and is commonly
assigned with the application, paragraph 8.27 should additiopally be
used to require the assignee to name the first inventor.

7. If evidence is of record to indicate that the patent is prior art
under either 35 U.S.C. 102(f) or (g), a rejection should also be made
using paragraphs 7.15 andfor 7.19 in addition to this double patenting
rejection,

8. Ifthe patentistoadifferentinventive entity from the application
and the effective U.S. filing date of the patent antedates the effective
filing date of the application, a rejection under 35 U.S.C., 102{e) should

additionally be made using paragraph 7.15.>0<2.

800 - 16




RESTRI ,;,_i Q@Oﬁ'm‘APri,iéAﬁONéﬁiEb ﬁNﬁER-ss U'-'s'-c".fl“l"l_.

9 832 va:szanal Re]eclwn, 35 U S C. 101 Double Patemmg
(Old 7.06.1) -. i
- Claim{1]: provnszonally re;ected under 35USC. 101 as clanmmg the

sameinvention asthatofclaim[2] of copending application * no. [3]. This. - -
is a provisionsl double patenting rejectmn since the conﬂlctmg clmms :

have not in fact been patented

Examiner Note:

1. This paragraph mustbe preceded by form paragraph 8 30andis

used only for double patenting rejections of the aamgmventlon claimed
in another copending zpplication; that is, the scope of the clalmed
inventions is identical.

2, Iftheoonﬂtcﬁngclalmsarefroman|ssuedpam.t,donotuseth|s '

paragraph. See paragraph 8.31.

3. Do not use this paragraph for non—statutoty-type double
patenting rejections. See paragraphs 8.33 to 8.39.

4, Thisparagraph maybe used where the conflicting claimsare ina
copending application that is:

{a) by the same inventive entity, or

(b) by a different inventive entity and is commonly assigned even
though there is no common inventor, or

{©) not commonly assigned but has at least one common inventor.

5. Paragraph 8.28 may be used in place of or along with this
paragraph to rescive any remaining issues relating to priority under 35
U.S.C. 102(f) or (g).

6. Inbracket 3, insert the number of the conflicting application.

7. A double patenting rejection should also be made in the
conflicting application.

8. Ifthecopendingapplication isby a differentinventive entity and
is commonly assigned, paragraph 8.27 should additionally be used to
require the assignee to name the first inventor.

9. X evidence is also of record to show that either application is
prior art unto the other under 35 U.S.C. 102(f) or (g), arejection should
also be made in the other application using paragraphs 7.15 and/or 7.19
in additiop to this provisional double patenting rejection.

10. I the applications do not have the same inventive entity and
effective U.S. filing date, a provisional 102(e) rejection should gddition-
ally be made in the later —filed application using paragraph 7.15.>0<1.

If the “same invention” is not being claimed twice,
an analysis must be made to determine whether a non-
statutory basis for double patenting exists.

B. NONSTATUTORY DOUBLE PATENTING

A rejection based on nonstatutory double patent-
ing, whether of the obvious type or nonobvious type, is
based on a judicially created doctrine grounded in
public policy so as to prevent the unjustified or im-
proper timewise extension of the right to exclude
granted by a patent. In re Sarett, 327 F2d 1005, 140
USPQ 474 (CCPA 1964); In re Schneller, 397 F.2d 350,
158 USPQ 210 (CCPA 1968); In re White, 405 F.2d 904,
160 USPQ 417 (CCPA 1969); In re Thorington, 418 F.2d
528, 163 USPQ 644 (CCPA 1969); In re Vogel, 422 F.2d

800 —- 17

UBLE ATENTIN G U
‘-438 164 USPQ 619 (CCPA 1970), fire Van Omum o
- 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In ré Longi, .~ -
759 F2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re .

Goodman, 29 USPQZd 2010 (Fed Cir. 1993)

1 Obvmus'lype

In detenmmng whether a nonstatutory basns exists
for a double patenting rejection, the first questlon to be
asked is — Does any claim in the application define an

* invention that is merely an obvious vanatlon of an inven-

tion claimed in the patent" If the answer is yes, then an
“obvious type” nonstatutory double patentmg rejectlon
may be appropriate.

A double patenting rejection of the obvnous type is
“analogous to [a failure to meet] the nonobv_lousness_re-
quirement of 35 U.S.C. 103” except that the patent prin-
cipally underlying the double patenting rejection is not
considered prior art. In re Braithwaite, 379 F.2d 594, 154
USPQ 29 (CCPA 1967). Therefore, any  analysis
employed in an obvious—type double patenting rejec-
tion parallels the guidelines for analysis of a 35 U.S.C.
103 obviousness determination. In re Longi, 759 F2d
887, 225 USPQ 645 (Fed. Cir. 1985); In re Braat, 937 F.2d
589, 19 USPQ2d 1289 (Fed. Cir. 1991).

Since the analysis employed in an obvious—type
double patenting determination parallels the guidelines
for a 35 U.S.C. 103 rejection, the factual inquiries set
forth in Graham v.John Deere Co., 383 U.S. 1, 148 USPQ
459 (1966), that are applied for establishing a back-
ground for determining obviousness under 35 U.S.C. 103
are employed when making an obvious—~type double
patenting analysis. These factual inquiries are summa-
rized as follows:

(1) Determine the scope and content of a patent
claim and the prior art relative to a claim in the applica-
tion at issue;

(2) Determine the differences between the scope
and content of the patent claim and the prior art as de-
termined in (1) and the claim in the application at issue;

(3) Determine the level of ordinary skill in the per-
tinent art; and

(4) Evaluate any objective indicia of nonobvious-
ness.

The conclusion of obvious—type double patenting is
made in light of these factual determinations.

Rev. 1, Sept. 1995



B MANUAL OF PATENT EXAMINING PROCEDU R

Any obwous—type double patentmg rejectlon should k .

: make clear:

(1) The dlfferences between the mventlons de-
ﬁned by the: conﬂxctmg claims - a'claim in the patent'

compared t0 a claim in the apphcatlon, and .

(2) The reasons why a person. of ordmary Sklll in -
the art would conclude that the invention defined in the.

claim in issue is an obvnous vanatlon of the mventlon de-
fmed in a claim in the patent.

* When considering whether the i invention deﬁned ina
eclaim of an application is an obvious variation of the in-
vention defined in the claim of a patent, the disclosure of .

the patent may not be used as prior art. This does not
mean that one is precluded from all use of the patent dis-
closure.

The specification can always be used as a dictionary
to learn the meaning of a term in the patent claim. In re
Boylan, 392 F2d 1017, 157 USPQ 370 (CCPA 1968). Fur-
ther, those portions of the specification which provide
support for the patent claims may also be examined and
considered when addressing the issue of whether a claim
in the application defines an obvious variation of an in-
vention claimed in the patent. I re Vogel, 422 F.2d 438,
164 USPQ 619 (CCPA 1970). The court in Vogel recog-
nized “that it is most difficult, if not meaningless, to try to
say what is or is not an obvious variation of a claim,” but
that one can judge whether or not the invention claimed
in an application is an obvious variation of an embodi-
ment disclosed in the patent which provides support for
the patent claim. According to the court, one must first
“determine how much of the patent disclosure pertains
to the invention claimed in the patent” because only
“[TThis portion of the specification supports the patent
claims and may be considered.” The court pointed out
that “this use of the disclosure is not in contravention of
the cases forbidding its use as prior art, nor is it applying
the patent as a reference under 35 U.S.C. 103, since only
the disclosure of the invention claimed in the patent may
be examined.”

a. One—Way Obviousness

If the application is the later filed case or both are
filed on the same day, only a one—way determination of
obviousness is needed in resolving the issue of double
patenting — i.e., whether the invention defined in a
claim in the application is an obvious variation of the in-
vention defined in a claim in the patent. If a claimed in-
vention in the application is obvious over a claimed in-
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e mventlon m the apphcanon :is obvnous_qver a clanmed in- e

* vention in the patent no-double patentmg"' rejection of -
 the obvious—type is made, but this does not necessarily

‘preclude.a re]ectlon based on nonstatutory, nonobwous L

- double patentmg ,

- Similarly, even 1f the apphcatlon at lssue is the earher .

filed case, onlyaone-—waydeternnnatxon of obwousnesS’ SRR

is needed to support a double patenting rejectlon, in the .
absence of a finding of admlmstratwe delay on the part
of the Office causing delay in prosecutlon of the applica-
tion at issue, the earlier filed case. However, if adminis- -

 trative delay in prosecution of the application at issue,

i.e., the earlier filed case, on the part_of the Office results
in earlier issuance of a patent on the later filed applica-
tion containing conflicting claims, a two—way deter-
mination of obviousness may be requlred to support a
double patenting rejection.

Form paragraph 833 and the appropnate one of
form paragraphs 8.34—8.37 may be used to make nonsta-
tutory rejections of the obvious—type.

b.  Two—Way Obviousness

If the patent is the later filed case, the question of
whether the timewise extension of the right to exclude
granted by a patent is justified or unjustified must be ad-
dressed. A two—way test need only be applied when
there is administrative delay. In the absence of adminis-
trative delay, a one—way test is appropriate. In re Good-
man, 29 USPQ2d 2010 (Fed. Cir. 1993). (Applicant’s vol-
untary decision to obtain early issuance of claims di-
rected to a species and to pursue prosecution of pre-
viously rejected genus claims in a continuation is a con-
sidered election to postpone by the applicant, and not
administrative delay). Unless the record clearly shows
administrative delay by the Office, the examiner may use
the one~way obviousness determination and shift the
burden to applicant to show why a two—way obviousness
determination is required.

When making a two—way obviousness determina-
tion where appropriate, it is necessary to apply the Gra-
ham obviousness analysis twice, once with the applica-
tion claims as the claims in issue, and once with the pat-
ent claims as the claims in issue. Where a two—way ob-
viousness determination is required, an obvious—type
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.double patentmg rejection: is appropnate on]y where__,,
~eath analysis oompels a conclusron thatthe mventlon de- . [
fined in the claims in issue is an obvious variation of the - i
invention defined in a claim in the other application/pa- L
tent. If either analysns does not compel a: conclusron of
: obvrousness, no double patentmg rejectlon -of the ob- -
vious—type is made, but this does not necessanly pre-
clude a rejectron ‘based on nonstatutory, nonobvxons e

double patenting. -

Althougha delay in the processmg of apphcatrons be-

fore the Office that would cause patents to issue in-an or-
der different from the order in which the apphcatlons
were filed is a factor to be considered in determining
whether a one—way or two—way obviousness deter-

~ mination is necessaty to support a double patenting re-

jection, it may be very difficult to assess whether an ap-
plicant or the administrative process is primarily respon-
sible for a delay in the issuance of a patent. On the one
hand, it is applicant who presents claims for examination
and pays the issue fee. On the other hand, the resolution
of legitimate differences of opinion that must be re-
solved in an appeal process or the time spent in an inter-
ference proceeding can significantly delay the issuance
of a patent. Nevertheless, the reasons for the delay in is-
suing a patent have been considered in assessing the pro-
priety of a double patenting rejection. Thus, in Pierce v.
Allen B. DuMont Laboratories, Inc., 297 F2d 323,
131 USPQ 340 (3rd. Cir. 1961), the Court found that ad-
ministrative delay may justify the extension of patent
rights beyond 17 years but “a considered election to post-
pone . . . acquisition of the broader [patent after the is-
suance of the latter filed application] should not be toler-
ated.” In Pierce, the patentee elected to participate in an
interference proceeding [after all claims in the applica-
tion had been determined to be patentable] whereby the
issuance of the broader patent was delayed by more than
seven years after the issuance of the narrower patent.
The court determined that the second issued patent was
invalid on the ground of double patenting. On the other
hand, in General Foods Corp. v. Studiengesellschaft Kohle

mbH, 972 F2d 1272, 23 USPQ2d 1839 (Fed. Cir. 1992),
the court elected not to hold the patentee accountable
for a delay in issuing the first filed application until after
the second filed application issued as a patent, even
where the patentee had intentionally refiled the first
filed application as a continuation—in—part after re-
ceiving a Notice of Allowance indicating that all claims
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: f~presented were

| ;_'ness determmatnon, because the applicant
X complete control over the rate of progr sof apa

 tion clanmed in the patent the court wes of the v1ew that
_the extension was justified under ‘the circumstances in~
this case, mdlcatmg that a. double patentmg re]ectlon"

would be proper only if the claimed inventions were ob-
vious over each other — atwo —way obwousness deter-
mination.
Form Paragraph 8. 33 and the appropriate one of
Form Paragraphs 8.34~8.37 may be used to make non-
statutory re]ectlons of the obvious type. i

9 833 Basis For Non—statutory Double Patenung (Obwous- -

ness and Non—obvious type) “Heading” Only

The non—statutory double patenting rejection, whether of the
obvious~type or non—obvious—~type, is based on a judicially created
doctrine grounded in publicpolicy (a policy reflectedin the statute) so as
toprevent the unjustified or improper timewise extension of the “rightto
exclude” granted by a patent, In re Thorington, 418 F2d 528, 163 USPQ
644 (CCPA 1969); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);
InreVan Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi,
759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); and In re Goodman, 29
USPQ2d 2010 (Fed. Cir. 1993).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321
(b) and (c) may be used to overcome an actual or provisional rejection
based on a non—statutory double patenting ground provided the
conflicting application or patent is shown to be commonly owned with
this application. See 37 CFR 1.78 (d).

Effective January 1, 1994, a registered attorney or agent of record
may sign a terminal disclaimer. A terminal disclaimer signed by the
assignee must fully comply with 37 CFR 3.73(b)

Examiner Note:
This form paragraph is to be used as a heading before a non—statutory
double patenting rejection using any of form paragraphs 8.34 — 8.39.

9 834 Rejection, Obviousness Bype Double Patenting — No
Secondary Reference(s)

Claim[1] rejected under the judicially created doctrine of obviousness—
typedouble patenting as being unpatentable over claim[2] of U.S. patent
no. [3]. Although the conflicting claims are not identical, they are not
patentably distinct from each other because [4].

Exeminer Note:

1. This paragraph is used for obviousness—type double patenting
rejections based upon a patent.

2. If the obviousness—type double patenting rejection is based
upon another gpplication, do not use this paragraph. A provisional
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double patenung rejectlon should be made using fonn paragraphs 8 3 E

and8350r837

clmmedmapatentwhlchls S
(@) bythesamemventwe entity,or

(b) bya different inventive entity and is cemmonly assngned even' .

though there is no common inventor, ot - ,
(c) not commonly assigned but has at least one mventor in
common,

4. Formparagraph8. 33mustprecedeanyoneofparagtaphss 34to
8.39 and must be used only ONCE in an Office action.

5. Inbracket 3, insert the number of the patent.

6. IHevidence indicates that the conflicting patent is prior artunder
35 U.S.C. 102(f) or (g), 2 rejection should additionaily be made under
102(f)/103 or 102(g)/103 using paragraph 7.21.

7. Ifthe patentistoanother inventive entity and has an earlier U.S.
filing date, arejection under 35U.S.C, 102(e) or 102(e)/103 may be made
using paragraphs 7.15.>0<2 or 7.21.>(<2.

8. In bracket 4, provide appropriate rationale of obviousness for
any claims being rejected aver the claims of the cited patent.

9 8.35 Provisional Rejection, Obviousness Type Double Patemmg
— No Secondary Reference(s) (Old 7.24.1)

Claim{1] provisionally rejected under the judicially created doctrine
of obviousness~type double patenting as being unpatentable over
claim{2] of copending application * no. [3]. Although the conflicting
claims are notidentical, they are not patentably distinct from each other
because [4].

This is a provisiopal obviousness—type double patenting rejection
because the conflicting claims have not in fact been patented.

Examiner Note:

1. Thisparagraphshouldbeusedwhen the conflicting claimsarein
another copending application.

2. Xtheconflicting claimsareinapatent, donotuse this paragraph.
Use form paragraphs 8.33 and 8§.34.

3. Thisparagraph may be used where the conflicting claimsareina
copending application that is:

(a) by the same inventive entity, or

(b) is commonly assigned even though there is no common
inventor, or

(c) notcommonly assigned but has at least one common inventor.

4. Formparagraph 8.33 must precede anyone of paragraphs 8.34to
8.39 and must be used only ONCE in an office action.

5. Hthe conflicting application is currently commonly assigned but
the file does not establish that the conflicting inventions were commonly
ownedatthe time thelater inventionwasmade, form paragraph 8.28 may
be used in place of or in addition to this form paragraph to also resolve
any issues relating to priority under 102(f) and/or (g).

6. Inbracket 3, insert the number of the conflicting application.

7. Aprovisional double patenting rejection should also be made in
the conflicting application.

8. If evidence shows that either application is prior art unto the
other under 35 U.S.C. 102(f) or (g) and the copending application has
not been disqualified as prior art in a 103 rejection based on common
ownership), a rejection should additionally be made in the other
applicatien under 35 U.S.C. 102(£)/103 or 102(g)/103 using paragraph
7.2t
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rejection of the other: and the apphcamms ‘have different inventive

3. “This paragraph may be used where the conﬂxcnng mventlon ls' o “entities and different U.S, ﬂlmg dates, use parag:aph 721.50<1 to

- additionally make a 102(c)/103 rejection in the other application. o
10. In brackét 4, provide appropriate rationale for bbwou;ﬂess of_‘.’ s

claims bemg rejected over the clanns of the cnted patent.

| 836 Re]ectwn, Obwousness ijeDoubIePatenang W'th

Secondary Reference(s) - . o

Claun[l] rejected under the judlcmlly created doctrme of o!mous-
ness—-type double patenting asbeing unpatemable over clmm[?.] of US.
patent no. [3] in view of [4] {5} =

Examiner Note: : ‘

1. This paragraph is used for obvnousness—type double patenting
rejections where the primary reference is a conflicting patent, :

2, Iftheobviousness doublepatentmg rejectionisbasedon another _
application, do not use this paragraph. A provisional obvicusness—type
double patenting rejection should be made using form paragraphs 8.33
and 8.35 or 8.37.

3. Thisparagraphmaybe usedwherethe prior inventionisclaimed
in a patent which is:

(a) by the same inventive entity, or |

(b) by a different inventive entity and is commonly assngned even
though there is no common ifiventor, or

(c) not commonly assigned but has at least one common inventor.

4. Formparagraph8.33 must precedeanyoneof paragraphs8.34to
8.39 and must be used only ONCE in an office action.

5. Inbracket 3, insert the number of the conflicting patent.

6. Inbracket 4, insert the secondary reference.

7. In bracket 5, insert an explanation of the obviousness—type
rejection.

8. If evidence shows that the conflicting patent is prior art under
102(f) or (g), a rejection should additionally be made under 162(£)/103
or 102(g)/103 using paragraph 7.21,

9, If the patent issued to a different inventive entity and has an
carlier U.S. filing date, a rejection under 35U.S.C. 102(¢) or 102(e)/103
may be made using paragraphs 7.15.>0<2 or 7.21.>0<2.

9 837 Provisional Rejection, Obviousness Type Double Patent-
ing — With Secondary Reference(s) (Old 7.25.1)

Claim(1] provisionally rejected under the judicially created doctrine
of obviousness—~type double patenting as being unpatentable over
claimf2] of copending application * no. [3] in view of [4]. {5].

This is a provisional obviousness—type double patenting rejection,

Examiner Nofe:
1. This paragraph is used for obviousness—type double patenting
rejections where the primary reference is a conflicting application.
2. Iftheconflictingclaims are inapatent, donotuse thisparagraph.
Use form paragraph 8.34.
3. This paragraph may be used where the conflicting claimsareina
copending application that is:
(2) by the same inventive entity, or
(b) is commonly assigned even though there is no common
inventor, or
(c) commonly assigned but has at least one common inventor.
4. Form paragraph8.33 must precedeanyone of paragraphs8.34to
8.39 and must be used only ONCE in an office action.
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5. Ifthecc;nﬂlctmgcasesarecurrentlyeomtnonlyassxgma,dbmﬂ,e i

RESTRICI'ION IN APPLICATIONS FILED UNDER :35 u. S C ‘111

TDOUBLE PATENTIN

" file does not establish that the conflicting inventions were eommonly >

- ownedatthetimethe laterinventionwas made, form paragraph8.28may 'ff
beusedmplaceoformaddmonwthlsformpamgraphtoalsoresolve -

any issues relating to priotity under 102(f) and/or (g).
6. In bracket3, insert the number of the conﬂ:cung appllcatlon

7. In bracket 5 msert an explanauon of the olmousness-type .
- rejection. -

8 A prmnswnal double patentmg rejectmn should also be made in
the wnﬂtcnng application,

9. If evidence shows that elther applleauon is pnor art unto the

other under 35 U.S.C. 102(f) or (g) and the copending application has

not been disqualified as prior art in & 103 rejection based on common

ownership, a rejection should additionally be made under 35 U.S.C.

102(£)/163 or 162(g)/103 using paragraph 7.21.

10. if the disclosure of one application may be used to support a
rejection of the other and the applications have different inventive
entities and different U.S. filing dates, use paragraph 7.21.>0<1 to

additionally make a 102(e)/103 rejection.
2. Nonobviousness Type

There are some unique circumstances where it has
been recognized that another type of nonstatutory
double patenting rejection is applicable even where the
inventions claimed in two or more applications/patents
are considered nonobvious over each other. These cir-
cumstances are illustrated by the facts before the courtin
In re Schneller, 397 F2d 350, 158 USPQ 210 (CCPA
1968).

Schneller disclosed an invention relating to a wire
clip having three elements known in the prior art (A, B,
and C), and two features (X and Y) which he had in-
vented that could be used separately or in combination.
Schneller acknowledged the best mode of his invention
used the two features (X and Y) in combination. The
claims of the patent were directed to a wire clip compris-
ing ABCX. Schneller voluntarily filed a divisional ap-
plication claiming wire clips comprising ABCY and
ABCXY. Without determining that the combinations
ABCY and ABCXY were obvious over the combination
ABCX claimed in the patent, the court affirmed the
double patenting rejection. It was observed that the
claims in both the patent and the application cover the
preferred embodiment disclosed in both the application
and the patent (ABCXY). Since patent protection for
the metal clips defined by ABCXY, fully disclosed in and
covered by the claims of the patent, would be extended
by allowance of the appealed claims, the double patent-
ing rejection was affirmed.

In making an analysis for this type of nonstatutory
double patenting, the first question is: Is the subject mat-

800 - 21

'why apphcant was prevented from;;presenung the same o -' _
~ claims, for exammatlon in the issued patent? Ifthean- -
- .sweris no; a doub]e patentmg rejectlon is appropnate ‘

- A fact situation similar to that in Schneller was pre- - '
sentedtoa Federal Circuit panel inin re Kaplan, 789 F2d

' 1574, 229 USPQ 678 (Fed. Cir. 1986). Kaplanhad been

issued a patent on a process of makmg chemlcals inthe
presence of an organic solvent Among the orgamc sol-
vents disclosed and claimed as being useful were tetra- -

~ glyme and sulfolane. One unclaimed example in the pat-

ent was specifically directed to a mixture of these two sol-

. vents. The claims in the apphcatlon to Kap]an and Walk-

er, the application before the Office, were directed toes-
sentially the same chemical process, but requiring the
use of the solvent mixture of tetraglyme and suifolane. In
reversing the double patenting rejection, the  court
stated that the mere fact that the broad process claim of
the patent requiring an organic solvent reads on or
“dominates” the narrower claim directed to basically the
same process using a specific solvent mixture does not,
per se, justify a double patenting rejection. The court
also pointed out that the double patenting rejection im-
properly used the disclosure of the joint invention (sol-
vent mixture) in the Kaplan patent specification as
though it were prior art.

A significant factor in the Kaplan case was that the
broad invention was invented by Kaplan, and the narrow
invention (i.e., using a specific combination of solvents)
was invented by Kaplan and Walker. Since these applica-
tions (as the applications in Braat) were filed before the
Patent Law Amendments Act of 1984 (Pub. Law
98622, November 8, 1984) amending 35 U.S.C. 116 to
expressly authorize filing a patent application in the
names of joint inventors who did not necessarily make a
contribution to the invention defined in each claim in the
patent, it was necessary to file multiple applications to
claim both the broad and narrow inventions. According-
ly, there was a valid reason, driven by statute, why the
claims to the specific solvent mixture were not presented
for examination in the Kaplan patent application.

Each double patenting situation must be decided on
its own facts. To the extent that one would view the
Schneller and Kaplan decisions to be in conflict, it is clear
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~ that Schnellerls the oontrollmg prece

three—judge panel of the Federal lecult eé.nnot over-
turn prior. precedentlal decisions of the CCPA. See UMC -
Elec. Co. v. United States, 816 F2d 647,2 USPQ2d. 1465 '

(Fed. Cir. 1987), cert. demed 484U.S. 1025 (1988)

Form paragraph 8.33 and the approprlate one of 8., 38 A

(between anissued patent and one or more applications)

and 8.39 (provnsmn rejections) may be used to make non-

statutory double patenting rejections of the nonobvious

9 838 DoublePatenting — Non—statutory, Non -obwous With
a Patent

Cieim[1] rejected under the judicially created doctrine of double
patentingover claim{2] of U. S. patent no. [3] since the claims, ifallowed,
would imptopetly extend the “right to exclude” already granted in the
patent.

The subject matter claimed in the instant application is fully
disclosed in the patent and is covered by the patent since the patent and
the application are claiming common subject matter, as follows: [4],

Furthermore, there is no apparent reason why applicant was
prevented from presenting claims corresponding to those of the instant
application during prosecution of the application which matured into a
patent. In re Schneller; 397 F.2d 350, 158 USPQ 210 (CCPA 1968). See
also MPEP § 804.

Examiner Note:

1. This form paragraph must be preceded by form paragraph 8.33.

2. Use this form paragraph only when the subject matter of the
claim(s) is fully disclosed in, and covered by, at least one claim of an
issued U.S. Patent which is commonly owned or where there is common
inventorship (one or more invesitors in comnon).

3. Inbracket 3, insert the number of the patent.

4. Formparagraph 8.33 mustprecedeany oneof paragraphs8.34to
8.39 and must be used only ONCE in an Office action.

5. Hevidenceindicates that the conflicting patentis prior artunder
35 U.S.C. 102(f) or (g), a rejection should additionally be made under
1062(f)/103 or 102(g)/103 using paragraph 7.21.

6. Ifthepatentistoanother inventive entity and hasan earlier U.S.
filing date, arejection under 35U.S.C.102(e) or 102(e)/103 maybemade
using paragraphs 7.15.>0<2 or 7.21.>0<2,

9 8.39 DoublePatenting — Non—statutory, Non—obvious With
Another Application

Claim[1] rejected under the judicially created doctrine of double
patenting over claim{2] of copending application * >no.< [3].

The subject matter claimed in the instant application is fully
disclosed in the referenced copending application and would be covered
byany patentgranted on that copendingapplicationsince the referenced
copendingapplication and the instant application are claiming common
subject matter, as follows: {4).

Furthermore, there is no apparent reason why applicant would be
prevented from presenting claims corresponding to those of the instant
application in the other copending application. In re Schneller, 397 F.2d
350, 158 USPQ 210 (CCPA 1968). See aiso MPEP § 804.
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1. “This form paragraph mustbe preceded by form pmagmph 8. 33

e this form paragraph only when the subject matter of the e
'clalm(s)lsfullydlsclosedm,andcaveredby,atleastoneclmmofauother o
“eopendmg application which. is eommonly owned or where {there is -

" cOmmon mventorslup (one or more inventors in common). .

‘3. 'In bracket 3; insest the number of the conflicting apphcatmn
4. In bracket 4, insert a description of the subject matter belng' :

k‘ 'elalmed which is covered in the copending application. . o
5. Paragraph8. 33 must precede anyone of paragrapbs 8340839 i

and must be used only ONCE in an office action. -
6. Iftheconflicting apphcatlon lsctmenﬂycommonlyass:gned but

thefile does notestablish thatthe oonﬂlcungmventmnswere commonly - .

ownedatthetimethelaterinventionwasmade, formparagraph8. 28may,
be used in place of or in addition to this form paragraph to also resolve
any issues relating to priority under 102(f) and/or (g). :

7. Aprovisional double patenting rejecnon should alsobe made in
the conflicting application. -

8. If evidence shows that either appllcatmn is pnor art unto the
other under 35 U.S.C. 102(f) or (g) and the copending application has
pot been disqualified (as prior art in a 103 rejection based on common
ownesship), a rejection should additionally be made in the other
application under 35 U.S.C. 102(f)/103 or 102(g)/103 using paragraph
7.21.

9. If the disclosure of one appllcatlon may be used to support a
rejection of the other and the applications have different inventive
entities and different U.S. filing dates, use paragraph 7.21.>0<1 to

additionally make a 102(¢)/103 rejection.
3. Design/Plant — Utility situations

Double patenting issues may be raised where an
applicant has filed both a utility patent application
(35 U.S.C. 111) and either an application for a plant pat-
ent (35 U.S.C. 161) or an application for a design patent
(35 US.C. 171). In general, the same double patenting
principles and criteria that are applied in utility—utility
situations are applied to utility—plant or utility—design
situations. Double patenting rejections in utility—plant
situations may be made in appropriate circumstances.

Although double patenting is rare in the context of
utility versus design patents, a double patenting rejec-
tion of a pending design or utility application can be
made on the basis of a previously issued utility or design
patent, respectively. Carman Industries Inc. v. Wahl,
724 F.2d 932, 220 USPQ 481 (Fed. Cir. 1983). The rejec-
tion is based on the public policy preventing the exten-
sion of the term of a patent. Double patenting may be
found in a design—utility situation irrespective of wheth-
er the claims in the patent relied on in the rejection and
the claims in issue involve the same invention, or wheth-
er they involve inventions which are obvious variations
of one another. In re Thorington, 418 F.2d 528,
163 USPQ 644 (CCPA 1969).
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In Carman, the eourt held that no double patentlng :
_existed between a- deslgn and utility patent since the '
claims in. the utility -patent; drawn to the interior
constructlon of a flow promoter, were not dxrected tothe -
same mventlon or an obvious variation of the invention -

claimedina deslgn patent du'ected to the visible external

surface conﬁguratlon of a storage bin flow promoter. -

The majority opinion in this decision appears to indicate
that a two—way obvnousness determination is necessary
in desngn—utlhty cases. But see Carman (J. Nies, concur-
ring).

In Thorington, the court aﬁirmed a double patentlng
rejection of claims for a fluorescent light bulb in a utility
patent application in view of a previously issued design
patent for the same bulb, In another case, a double pat-
enting rejection of utility claims for a finger ring was af-
firmed in view of an earlier issued design patent, where
the drawing in both the design patent and the utility ap-
plication illustrated the same article. In re Phelan, 205
F2d 183, 98 USPQ 156 (CCPA 1953). A double patent-
ing rejection of a design claim for a flashlight cap and
hanger ring was affirmed over an earlier issued utility pa-
tent. I re Barber, 81 F2d 231, 28 USPQ 187 (CCPA
1936). A double patenting rejection of claims in a utility
patent application directed to a balloon tire construction
was affirmed over an earlier issued design patent. I re
Hargraves, 53 F.2d 900, 11 USPQ 240 (CCPA 1931).

1. CONTRAST BETWEEN DOUBLE PAT-
ENTING REJECTION AND REJECTIONS
BASED ON PRIOR ART

Rejections over a patent or another copending ap-
plication based on double patenting or 35 U.S.C. 103 are
similar in the sense that both require comparison of the
claimed subject matter with at least part of the content of
another patent or application, and both may require that
an obviousness analysis be made, However, there are sig-
nificant differences between a rejection based on double
patenting and one based on 35 U.S.C. 102(e) prior art
under 35 US.C. 103. In re Bartfeld, 925 F.2d 1450,
17 USPQ2d 1885 (Fed. Cir. 1991).

One significant difference is that a double patenting
rejection must rely on a comparison with the claims in an
issued or to be issued patent, whereas an obviousness re-
jection based on the same patent under 35 US.C.
102(e)/103 relies on a comparison with what is disclosed
(whether or not claimed) in the same issued or to be is-
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5»pnor art patent the reference patent‘

sued patent In a 35 'U S C. 102(e)/103 rejectxon over. a"" -
is available for all

that it fairly discloses to one of ordinary skill in the art,

regardless of what is claimed. In re Bowers, 359 F2d 886 S
149 USPQ 570 (CCPA! 1966) '

A second significant dnfference 1s,that a ternunal dns- .

claimer cannotbe used to obviatea re]ectlon based on35 _
- U.S.C.102(e)/103 pnor art. In reFong, 378 F2d 977,154

USPQ 25 (CCPA 1967). The purpose of a ‘terminal dis-

claimer is to obviate a double patentmg rejectnon by re- o |
- moving the potentlal harm to the public byi 1ssumg asec-

ond patent, and not to remove a patent as. prior art,

Where the inventions are "madé by inventors that
have assngned their rights to a common assignee, the as-
signee can take some preemptive measures to avoid hav-
ing a copending application become prior art under 35
U.S.C. 102(¢). The applications can be filed on the same
day, or copending applications can be merged into a
single continuation—in—part application and the parent
applications abandoned, If these steps are undesirable
or the first patent has issued, the prior '
art effect of the first patent may be avoided by a showing
under 37 CFR 1.132 that any unclaimed invention dis-
closed in the first patent was derived from the inventor of
the application before the examiner in which the 35
U.S.C. 102(e)/103 rejection was made. In re Katz, 687
F.2d 450, 215 USPQ 14 (CCPA 1982). Finally, it may be
possible for applicant to respond to a 35 US.C.
102(e)/103 rejection by showing, under 37 CFR 1.131,
that the date of invention of the claimed subject matter
was prior to the effective filing date of the reference pat-
ent which has been relied upon for its unclaimed disclo-
sure.

Because there are significant differences between a
rejection based on double patenting and one based on
prior art under 35 U.S.C. 102(e)/103 over the same is-
sued patent, it is both appropriate and necessary that an
examiner make both rejections when the facts support
both rejections. A prior art reference that renders
claimed subject matter obvious under 35 US.C.
102(e)/103 does not create a double patenting situation
where that subject matter is not claimed in the reference
patent. Where the subject matter that renders a claim
obvious is both claimed and disclosed in a U.S. patent
which satisfies the criteria of 35 U.S.C. 102(e), the ex-
aminer should make rejections based both on double
patenting and 35 U.S.C. 103,
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804.01
804.01 Prohibition of Double Patentmg
' o Re]ectlons Under 35U. S.C. 121

35 US.C. 121 authonzes the :Comnussmner to 1re-.‘

strict the claims in a patent application to a single inven-
tion when independent and distinct inventions are pre-
sented for examination, The third sentence of 35 US.C.

121 prohibits the use of a patent issuing on an applica-
tion with respect to which a requirement for restriction
has been made, or on an application filed as a result of
such a requiremient, as a reference against any divisional
application, if the divisional application is filed before
the issuance of the patent. The 35 U.S.C, 121 prohibition
applies only where the Office has made a requirement
for restriction. The prohibition does not apply where the
divisional application was voluntarily filed by the appli-
cant and not in response to an Office requirement for re-
striction. This apparent nullification of double patenting
as a ground of rejection or invalidity in such cases im-
poses a heavy burden on the Office to guard against erro-
neous requirements for restrictions where the claims de-
fine essentially the same invention in different language
and which, if acquiesced in, might result in the issuance
of several patents for the same invention.

The prohibition against holdings of double patenting
applies to requirements for restriction between the re-
lated subjects treated in MPEP 806.04 through 806.05(i),
namely, between combination and subcombination
thereof, between subcombinations disclosed as usable
together, between process and apparatus for its practice,
between process and product made by such process and
between apparatus and product made by such apparatus,
etc., so long as the claims in each case are filed as a result
of such requirement.

The following are situations where the prohibition of
double patenting rejections under 35 U.S.C. 121 does
not apply:

(a) The applicant voluntarily files two or more
cases without a restriction requirement by the examiner.
Inre Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968)

(b) The claims of the different applications or pat-
ents are not consonant with the restriction requirement
made by the examiner, since the claims have been
changed in material respects from the claims at the time
the requirement was made. For example, the divisional
application filed includes additional claims not conso-
nant in scope to the original claims subject to restriction
in the parent. Symbol Technologies, Inc. v. Opticon, Inc.,
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935 F2d 1569 19 USPQZd 1241 (Fed Cll' 1991) G’epber ‘~

Garment Technologz, Inc. v Lectm .Sjystems Inc.; 916 F2d o
683, 16 USPQ2d 1436 (Fed. Cir. 1990). In order for con-
sonance to exist, the line of demarcatlon between the in-

~ dependent and distirict inventions identified by the ex- el

aminer in the requirement for restnction must be mam-f
tained. Gerber, supra. : :
(c) The restriction requlrement was wrltten ina
manner which made it clear to applicant that the require-
ment was made subject to the non allowance of generic -

~ orother linking claims and such linking claims are subse-

quently allowed. Therefore, if a generic or linking claim
is subsequently allowed, the restriction requn'ement
should be removed.

(d) The requirement for restriction (holding of
lack of unity of invention) was only made in an interna-
tional application by the International Searching Au-
thority or the International Preliminary Examining Au-
thority.

(¢) The requirement for restriction was with-
drawn by the examiner before the patent issues. In re
Ziegler, 443 F.2d 1211, 170 USPQ 129 (CCPA 1971).

(f) The claims of the second application are
drawn to the “same invention” as the first application
or patent. Studiengesellschaft Kohle mbH v. Northern
Petrochemical Co., 784 F.2d 351, 228 USPQ 837 (Fed.
Cir. 1986).

While the situation should not arise where appropri-
ate care is exercised in defining the independent and dis-
tinct inventions in a restriction requirement, the issue
might arise as to whether 35 U.S.C. 121 prevents the use
of a double patenting rejection when the identical inven-
tion is claimed in both the patent and the pending ap-
plication. Under these circumstances, the Office will
make the double patenting rejection because the paten-
tee is entitled only to a single patent for an invention. As
expressed in Studiengesellschaft Kohle, supra, (J. New-
man, concurring), “35 U.S.C. 121 of course does not pro
vide that multiple patents may be granted on the identi-
cal invention.”

804.02 Avoiding a Double Patenting Rejection
I. STATUTORY

A rejection based on the statutory type of double pat-
enting can be avoided by canceling the conflicting claims
in all but one of the pending application(s) or patent, or
by amending the conflicting claims so that they are not
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. coextenswe in scope A termmal drsclauner is not effec-,_ =
tive in overcmnmg a statutory double patentmg re]ec- 8

tion.

The use of a 37 CFR 1 131 affldavrt in overcommg afl N
statutory double patentmg re]ectlon is mappropnate In I
re Dunn, 349 F.2d 433, 146 USPQ 479 (CCPA 1965).

Knell v. Muller, 174 USPQ 460 (Com. Pat. 1971), citing

the CCPA. decisions in In re Ward, 236 F2d 428, 111

USPQ 101 (CCPA 1956); Inre Teague, 254 F2d 145, 117

USPQ 284 (CCPA 1958); and In re» thy, 303 F2d 954,

133 USPQ 65 (CCPA 1962). -
I NONSTATUTORY

37 CFR 1.75. Claiming benefit of earlier filing date and cross
references to other applications.

BLEEE

(d) Whereanapplication claims aninventionwhichis not patentably
distinct from an invention claimed in 2 commonly owned patentwith the
same or a different inventive entity, a2 double patenting rejection will be
made in the application, An obviousness—type double patenting
rejection may be obviated by filing a terminal disclaimer in accordance
with § 1.321(b).

A rejection based on a nonstatutory type of double
patenting can be avoided by filing a terminal disclaimer
in the application or proceeding in which the rejection is
made. In re Knohl, 155 USPQ 586 (CCPA 1967); I re
Griswold, 150 USPQ 804 (CCFPA 1966); In re Vogel, 164
USPQ 619 (CCPA 1970). The use of a terminal disclaim-
er in overcoming a nonstatutory double patenting rejec-
tion is in the public interest because it encourages the
disclosure of additional developments, the earlier filing
of applications, and the earlier expiration of patents
whereby the inventions covered become freely available
to the public. Inz re Jentoft, 157 USPQ 363 (CCPA 1968);
Inre Eckel, 393 F.2d 848, 157 USPQ 415 (CCPA 1968); in
re Braithwaite, 379 F.2d 594, 154 USPQ 29 (CCPA 1967).

The use of a 37 CFR 1.131 affidavit in overcoming a
double patenting rejection is inappropriate because the
claim or claims in the application are being rejected over
a patent which claims the rejected invention. I re Dunn,
349 F2.d 433, 146 USPQ 479 (CCPA 1965). Rule 131 is
inapplicable if the claims of the application and the pat-
ent are “directed to substantially the same invention”. It
is also inapplicable if there is a lack of “patentable dis-
tinctness” between the claimed subject matter. Knell v.
Muller, 174 USPQ 460 (Com. Pat. 1971), citing the CCPA
decisions in In re Ward, 236 F2d 428, 111 USPQ 101
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. .(CCPA 1956), Inte Teague, 254 F2d 145,117USPQ284  ~
‘ (1958), andInrthdy, 303F 54, '
| 1962). | B
- The Patent and 'Il'ademark Offrce cannot ensure that - -
two or more cases will have acommon issue date. Appli- -
- cants are cautroned that relrance upon 4 common issue

- date cannot- effectrvely substrtute for the ﬁlmg of one or"f :

 more terminal disclaimers in order to overcome a proper. .

double patentmg re]ectlon, partrcularly smce acommon -
- issue date alone does not avoid the potentlal problem of

133 USPQ 65 (CCP

dual ownershnp of patents to patentably mdrstmct rnven- '
tions. wrt
A patentee or apphcant may dnsclalm or dedlcate to

~ the public the entire term, or any temunal part of the
term of a patent. 35 U.S.C. 253. The statute does not pro-

vide for a terminal disclaimer of only a specrﬁed clarm or
claims. The terminal disclaimer must operate with re-
spect to all claims in the patent. :

The filing of a terminal disclaimer to obvrate arejec-
tion based on nonstatutory double patenting is not an ad-
mission of the propriety of the rejection. Quad Environ-
mental Technologies Corp. v. Union Sanitary District, 946
F.2d 870, 20 USPQ 2d 1392 (Fed. Cir. 1991). The court
indicated that the “filing of a terminal disclaimer simply
serves the statutory function of removing the rejection of
double patenting, and raises neither a presumption nor
estoppel on the merits of the rejection.”

A terminal disclaimer filed to obviate a double pat-
enting rejection is effective only with respect to the ap-
plication identified in the disclaimer, unless by its terms
it extends to continuing applications. If an appropriate
double patenting rejection of the nonstatutory type is
made in two or more pending applications, an appropri-
ate terminal disclaimer must be filed in each application.

Claims that differ from each other (aside from minor
differences in language, punctuation, etc.), whether or
not the difference is obvious, are not considered to be
drawn to the same invention for double patenting pur-
poses under 35 U.S.C. 101. In cases where the difference
in claimis is obvious, terminal disclaimers are effective to
overcome double patenting rejections. However, such
terminal disclaimers must include a provision that the
patent shail be unenforceable if it ceases to be commonly
owned with the other application or patent. Note
37 CFR 1.321(c). It should be emphasized that a termi-
nal disclaimer cannot be used to overcome a rejection
under 35 U.S.C. 102(e)/103.
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REQUIRERENTS OF A TERMINAL
k DISCLAIMER o

A termmal dlsclalmer is a statement filed by an owner _. -
(inwhole or in part) of a patent or a patent to be granted

that is used to disclaim or dedncate a portron of the entire
term of all the claims of a patent The requirements for a

terminal disclaimer are set forth m 37 CFR 1.321. Sam-

pleformsofa termmal dlsclarmer are provided in MPEP
1490. ‘ , _

80403 Treatment of Co_mmonly Owne_d
- Cases of Different Inventive
Entities [R—1]

37CFR 1.78 Claiming benefit of earlier filing date and cross
references to other applications. .

Lt 14

(c) Where two or more applications, or an application and a patent
naming different inventors and owned by the same party contain
conflicting claims, and there is no statementof record indicating that the
claimed inventionswere commonly cwned or subject to an obligation of
assignment to the same person at the time the later invention was made,
the assignee may be called upon to state whether the claimed inventions
were commonly owned or subject to an obligation of assignment to the
same person at the time the later invention was made, andif not, indicate
which named inventor is the prior inventor. In addition to making said
statement, the assignee may also explain why an interference should or
should not be declared.

(d) Whereanapplication claimsaninventionwhichisnot patentably
distinct from an invention claimedin a commonly owned patent with the
same or a different inventive entity, a double patenting rejection will be
made in the application. An obviousness—type double patenting
rejection may be obviated by filing a terminal disclaimer in accordance
with § 1.321(b).

1. DOUBLE PATENTING

The Patent and Trademark Office has withdrawn the
Commissioners Notice of January 9, 1967, Double Pat-
enting, 834 O.G. 1615 (Jan. 31, 1967), to the extent that it
does not authorize a double patenting rejection where
different inventive entities are present. The examiner
may reject claims in commonly owned applications of
different inventive entities on the ground of double pat-
enting. This is in accordance with existing case law and
prevents an organization from obtaining two or more
patents with different expiration dates covering nearly
identical subject matter. See In re Zickendraht, 319 E2d
225,138 USPQ 22 (CCPA 1963); (the doctrine is well es-
tablished that claims in different applications need be
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o 'i:; ,more than merelyidrfferentﬁ_

L »,patentable distin :
"a_second. patent), In

- 141 USPQ 295 (CCPA 1964)

- tain circumstances by dlsclamung, pursuant to the provr- L
" sions of 37 CFR 1.321, the terminal portion 3 '
“of the later patent and mcludmg in the drsclarmer a pro-.

Double patentmg rejectlons can'be. overcome in cer-' :

vision that the patent shall be enforceable only for and

 duringthe period the patent is cormonly owned with the
' apphcatlon or patent which formed the basis for the 1 re-

jection,. thereby eliminating the problem of extendmg :

- patent life. 37 CFR 1 78(d)

1. DETERMINING PRIORITY REJECI'IONS
UNDER 35 U.S.C. 102 AND 103

A determination of priority is not recju ired when two
inventions come within the provisions of the second
paragraph of 35 U.S.C. 103. Two inventions of different -
inventive entities come within the provisions of the sec-
ond paragraph of 35 U.S.C. 103 when (1) the later inven-
tion is not anticipated by the earlier invention under 35
U.S.C. 102; (2) the earlier invention qualifies as prior art
against the later invention only under subsection (f) or
(g) of 35 U.S.C. 102; and (3) the inventions were, at the
time the later invention was made, owned by the same
person or subject to an obligation of assignment to the
same person. If the two inventions come within the pro-
visions of the second paragraph of 35 U.S.C. 103, it is not
necessary to determine priority of invention since the
carlier invention is disqualified as prior art against the
later invention and since double patenting rejections can
be used to ensure that the patent terms expire together.
In circumstances where the inventions of different in-
ventive entities come within the provisions of the second -
paragraph of 35 U.S.C. 103, no inquiry under 37 CFR
1.78(c) should be made since it is unnecessary to deter-
mine the prior inventor. However, if there is no evidence
that claims of applications of different inventive entities
come within the provisions of the second paragraph of 35
U.S.C. 103 and if the applications are owned by the same
party and contain conflicting claims, it is necessary to de-
termine the prior inventor unless the conflicting claims
by all but one inventive entity are eliminated.

Form paragraphs 8.27 and 8.28 may be used to re-
quire the applicant to name the prior inventor under 37
CFR 1.78(c).
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i ‘case.w n g
- MPEP 804, See.InreRekm 203 USPQ 1034{(Comm r-,' i

In some sntuatnons the apphcatlon ﬁle wrappers may S -8,
reﬂect which invention is the prior invention, e.g., by re-
citing that one invention isan mprovement of the other .
202,USPQ 365
(CCPA 1979) (Court refused to. uphold a holding of

invention, See Margolis et al. v. Banner,.

abandonment for failure to name the prior inventor
since the record showed what was invented by the differ-
ent inventive entities and who was the prior inventor),
An application in which a requirement to name the
prior inventor has been made will not be held abandoned
where a timely response indicates that the other applica-

tion is abandoned or will be permitted to become aban-
doned and will not be filed as a continuing application.

Such a response will be considered sufficient since it ren-

ders the requirement to identify the prior inventor moot-

because the existence of conflicting claims is eliminated.

If, after taking out a patent, a common assignee pres-
ents claims for the first time in a copending application
by different inventive entities not patentably distinct
from the claims in the patent, the claims of the applica-
tion should be rejected on the ground that the assignee,
by taking out the patent at a time when the application
was not claiming the patented invention, is estopped to
contend that the patentee is not the prior inventor. This
rejection could be overcome if the requirements of the
second paragraph of 35 U.S.C. 103 are met.

% 827 Different Inventors, Common Assignee, Same Invention

Claim [1] directed to the same invention as that of claim [2] of
commonly assigned [3]. The issue of priority under35U.S.C. 102 (g) and
possibly 35 U.S.C. 102(f) of this single invention must be resolved.

Since the Patent and Trademark Office normally will notinstitute an
interference between applications or a patent and an application of
common ownership (see MPEP >§< 2302), the assignee is required to
statewhichentity isthe prior inventor of the conflictingsubject matter. A
terminal disclaimer has no effect in this situation since the basis for
refusing more than one patent is priority of invention under 35 U.S.C,
102(f) or (g) and not an extension of monopoly.

Failure to comply with this requirement will result in a holding of
abandonment of the application.

Examiner Notes
1. In bracket 3, insert the U.S. patent number or the copending
application serial aumber.
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_;"’[21 of commonly msned 4B} sPecnﬁcauy, [

Examiner Now ‘

‘1. This pa:agraph should be used whc:n the applu:atlon bemg . - :

examined is commonly assigned with aconﬂlcnng apphcat:on orpatént’
but there isno mdlcatmn that they were oommonly asslgned at the time
the invention was actually made. . .

2. lftheconﬂlctmgclamsaremammnmxthanearher[]S ﬁlmg’-"', o |

date, make arejection under 35U.S.C. 102(3)/103 usmg paragtaph 2 -
in addition to this paragraph.

3 Iftheconﬂlcungclmmsaremacomnmnly—asslgned,oopendmg
application with an earlier filing date, make a provisional 102(e)/103
rejection of the claims usmg paragraph 7. 20 and 7 21. >0<l in addmon
to thls paragraph. -

- In bracket 3, insert the number of the confhctmg patent or
applmtlon

5. Anobviousnessdouble patentmg rejection may also be mcluded ‘
in the action using paragraphs 8.34 *>to< 836,

6. 1nbracket 4, explain why the claims in the conflicting cases are
not considered to be distinet.

7. Form paragraph 8.28.>0<1 MUST foliow ** this paragraph.

9 828.>0<1 AdvisoryInformationRelatingto Paragraph8.28

Commonly assigned [1], discussed above, would form the basis fora
rejectionofthe noted claimsunder 35 U.S.C. 103if the comnionly owned
case qualifies as prior art under 35 U.S.C. 102(f) or (g) and the
conflicting inventions were not commonly owned at the time the
invention in this application was made. In order for the examiner to
resolve this issue, the assignee is required under 37 CFR 1.78(c) and 35
U.S.C. 132 to either show that the conflicting inventions were commonly
owned at the time the invention in this application was made or to name
the prior inventor of the conflicting subject matter. Failure to comply
with this requirement will resuit in a holding of abandonment of the
application. '

A showing the the inventions were commonly owned at the time the
invention in this application was made will preclude a rejection under
35 U.S.C. 103 based upon the commonly assigned case as a reference
under 35 U.S.C. 102(f) or (g).

Examiner Note:
This form paragraph should follow paragraph 8.28 and should only
be used ONCE in an Office action.

If evidence is of record to indicate that one patent or
application is prior art under 35 U.S.C. 102(f) or (g) or

102(£)/103 or 102(g)/103 to another application, and the -

inventions do not fall within the second paragraph of
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35USC. 103, the examiner should also reject the clauns
of the other application under 35, USC. 102(f), 102(g), L
102(£)/103 or 102(g)/103 using the appropriate one(s) o
form paragraphs 7.19, 7.15, 7.21 and 7.21.>0<1. Rejec-
tions under 35 U.S.C. 102 or 103 cannot be ob\nated by

filing a terminal dlsclalmer.

% 7.15 Rejection, 35 US.C. 102(a), (b) PatentorPubhcanon,

and (g)
Claim{1] rejected under 35 U.S.C. 102([2]) ag being [3] by [4].

Examiner Note

1. In bracket 2, insert the appropriate paragraph letter or letters of
35 U.S.C 102 in parentheses. If paragraph (¢) of 35 U.S.C. 102 is
applicable, use form paragraph 7.15.>0<2,

2. In bracket 3, insest either “anticipated” or “clearly anticipated”
with an explanation at the end of the paragraph.

3. In bracket 4, insert the prior art relied upon.

4. This rejection must be preceded gither by pacagraph 7.07 and
paragraphs 7.08, 7.09, and 7.14 as appropriate, or by paragraph 7,102,

5. 1f 35 U.S.C, 10Z(e) is also being applied, this paragraph must be
followed by either form paragraph 7.15.>0<2 or 7.15.>0<3,

Y 7.19 Rejection, 35 U.S.C. 102(f), Applicant not the Inventor
Claim [1] rejected under 35 U.S.C. 102(f) because the applicant did
not invent the daimed subject matter. [2].

Exaniner Note:

1. This paragraph must be preceded either by paragraphs 7.07 and
7.13 oz by paragraph 7.102.

2, In bracket 2, insert an explanation of the supporting evidence
establishing that applicant was not the inventor,

§ 7.21 Rejection, 35 U.S.C. 103
Claim{1] rejected under 35 U.S.C. 103 as being unpatentable over [2].

3.

Examiner Note:

1. This paragraph must be preceded either by paragraph 7.20 or
paragraph 7.102.

2. Inbracket3,anexplanationeftherejectionapplying the Graham
vs. Deere test must be provided.

3. ¥f this rejection relies upon art that is disqualified under 35
U.S.C.102(f) or(g) based upon the common ownershipof the inventions,
* paragraph ** 7.20.>0<1 >must follow this paragraph<.

4. Xf this rejection is a provisional 103 rejection based upon a
copending application that would comprise prior art under 102(e) if
patented, use paragraph 7.21.>0<1 instead of this paragraph.

% 7.21.>0<1 Provisional Rejection, 35 U.S.C. 103, Common
Assignee or At Least One Common Inventor Only

Claim[1] provisionally rejected under 35U.S.C. 103 as being obvious
over copending application * no, [2] which has a common [*>3 <] with
the instant application. Based upon the earlier effective U.S. filing date
of the copending application, it would constitute prior art under 35
U.8.C.102(e)if patented. This provisional rejectionunder 35 U.S.C. 103
is based upon a presumption of future patenting of the conflicting
application. [*>4<].
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Tlns prov:slonal rejectlon Imlght be overwme elther by a showmg.f

E undcr 37 CFR 1.132 thiat any inverition disclosed but not claimed in the
- copendmg applxcauun was detived from the inventor of this application
"and is thus not the invention “byanothet” orbyashowmgofadateof T

invention for the instant application pnormtbeeffecm_'eU S. ﬁlmg date

© - ofthe copendmg appllcanon under 37 CFR l 131

Examiner Note‘ S S
1. This paragraph isused to pmvmonally reject clalms not patent- ‘

" ably distinct from the disclosure in a copending apphcauon havingan

earlier U.S. filing date and also having elther a common asmgnec orat
least one common inventor. ©

2. If the claimed invention is fully disclosed in the oopendmg
application, use paragraph 7.15.>0<1.

->3, In bracket 3, insert either “assignee” or mventor" <

*>4<, In bracket *>4<, insert explanation of obviousness,

*>5<, If the claimed invention is also claimed in the copending
application, aprovisional obviousnessdouble patenting rejectionshould
additionally be made using paragraph 8,33 and 8.37.

*>6< If evidence indicates that the copending application is also
priorartunder 35 U.S.C. 102(f) or (g) and the copending application has
not been disqualified as prior artin a >35 U.S.C.< 103 rejection based
upon common ownership, a rejection should additionally bemade under
35U.5.C. 103 using paragraph 7.21 (e.g., applicant has named the prior

inventor in response to a requirement made using paragraph 8.28).
T

Further, if the conflicting applications have different
effective U.S. filing dates, the examiner should consider
making a provisional rejection in the later filed applica-
tion, based on the earlier filed application, under
35 US.C. 102(e) or 102(e)/103, using form paragraph
7.15.>0<1 or 7.21.>0<1. Similarly, if an application has
a later effective U.S. filing date than a conflicting issued
patent, the examiner should consider making a rejection
in the application, based on the patent, under 35 U.S.C.
102(e) or 102(e)/103, using form paragraph 7.15.>0<2
or 7.21.>0<2. Rejections under 35 U.S.C. 102 or 103
cannot be obviated by the filing of a terminal disclaimer.

9 7.15.>0<1 Provisional Rejection, 35 US.C. 102(e) -
Common Assignee or At Least One Common Inventor

Claim({1] provisionally rejected under 35 U.S.C. 102(e) as being
anticipated by copending application * no. [2] which has a common [3}
with the instant application.

Based upon the earlier effective U.S. filing date of the copending
application, it would constitute prior art under 35 U.S.C. 102(¢) if
patented. This provisional rejection under 35 U.S.C, 102(e) is based
upon a presumption of future patenting of the copending application.
[4).

‘This provisional rejection under *>35 U.S.C.< 102(e) might be
overcome either by a showing under 37 CFR 1.132 that any invention
disclosed but not claimed in the copending applicationwas derived from
the inventor of this application and is thus not the invention “by
another,” or by an appropriate showing under 37 CFR 1,131,

>This rejection may pot be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 17 USPQ 2d 1685 (Fed. Cir. 1991).<
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Examiner Notes . .
o l.mispmgraphisiusedto

"onally re;ect cwer a eopendmg ,

application - with an earlier. ﬁlmg dhte that discloses the claimed -~ -

invention. The eopendmg applleatlon must have exthet a common
assx@ee orat leastonecommon inventor, .

2. If the claims are obvious over the inventioni dlsclosed m the other B

copending apphcauon, use paragraph 7.21.>0<1,
3. In bracket 3, insert either “assignee” of “inventor.”

4. In beacket 4, anappmpnateexplanatlonmaybeptovxdedm'

support of the Examiner’s position on anticipation, if necessary.
5. Ifthedmmofﬂecopendmgapplwauoneonﬂwtwnhthechmof

the instant application, a provisional double patentmg rejection should

alsobegrvenuungpmagraphs8 30 and 8.32.
6. I evidenceis additionally of recordtoshowtlmt elthermventloms

prior art unto the other uader 35 U.S.C. 102(f) or (g), 2 rejection using

paragraphs 7.13 and/or 7.14 should also be made.

9 7.15.>0<2 Rejection, 35 U.S.C. 102(e), Common Assignee
or Inventor(s)

Claimfijrejectedunder35U.S.C. lm(e)asbemg anticipated by [2].

The applied reference has a common [3] with the instant
application. Based upon the earlier effective U.S. filing date of the
reference, it constitutes prior art under 35 U.S.C. 102(e). This
rejection under 35 U.5.C. 102(e) might be overcome either by a
showing under 37 CFR 1.132 that any invention disclosed but not
claimed in the reference was derived from the inventor of this
application and is thus not the invention “by another”, o by an
appropriate showing under 37 CFR 1.131.

Examiner Note:

1. This paragraph is used to reject over a patentwith an earlier filing
date that discloses, but does not claim the same invention. The patent
must have either a2 common assignee or a common inventor.

2. In bracket 3, insert either “assignee” or “inventor.”

% 7.21.>0<2 Rejection, 35 U.S.C. 103, Common Assignee or
At Least One Common Inventor

Claim[1] rejected under 35 U.S.C. 103 as being obvious over [2].

The applied reference has a common [3] with the instant
application. Based upon the earlier effective U.S. filing date of the
reference, it constitutes prior art under 35 U.S.C. 102(e). This
rejectionunder35U.S.C.103mightbeovercomeeitherbyashowing
under 37 CFR 1.132 that any invention disclosed but not claimed in
thereferencewasderivedfromtheinventorofthisapplicationandis
thus not the invention “by another”, or by a showing of a date of
inventionfortheinstantapplicationofanyunclaimedsubjectmatter
prior tothe effective U.S. filing date of the reference under 37CFR
1.131. {4].

Examiner Note:

1. Thisparagraphisused torejectover a patentwith an earlier filing
date that discloses the claimed invention. The patent must have eithera
comimon assignee or at least one common inventor,

2. Inbracket 3, insert either “assignee” or “inventor.”

3. In bracket 4, insert explanation of cbviousness,

804.04 Submission to Group Director

In order to promote uniform practice, every action
containing a rejection on the ground of double patenting
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805 Eﬂect of Improper Joinder in Patent

35US. C 121 last sentence ptovndes “The vahdlty of
a patent shall not be questioned for failure of the Com-
missioner to require the application to be restricted to-
one invention. In other words under this statute, no pat-
ent can be held void for i 1mproper joinder of mventlons '
claimed therein.” :

806 Determination of DistinctneSs or
Independence of Claimed Inventions

The general principles relating to distinctness or in-
dependence may be summarized as follows:

1. Where inventions are independent (i.e., no dts-
closed relation therebetween), restriction to one thereof
is ordinarily proper, MPEP § 806.04 — § 806.04(j),
though a reasonable number of species may be claimed
when there is an allowed (novel and unobvious) claim
generic thereto, 37 CFR 1.141, MPEP § 809.02 -
§ 809.02(¢).

2. Where inventions are related as disclosed but are
distinct as claimed, restriction may be proper.

3. Where inventions are related as disclosed but are
not distinct as claimed, restriction is never proper. Since,
restriction is required by the Office double patenting
cannot be held, it is imperative the requirement should
never be made where related inventions as claimed are
not distinct. For (2) and (3) see MPEP § 806.05 —
§ 806.05(i) and 809.03. See MPEP § 802.01 for cntena
for patentably distinct inventions.

806.01 Compare Claimed Subject Matter

In passing upon questions of double patenting and
restriction, it is the claimed subject matter that is consid-
ered and such claimed subject matter must be compared
in order to determine the question of dlstmctness or in-
dependence.
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_propnate actlon shall be taken. Note MPEP 1 3,1 1tem 4. - e




“eland unobvnous) over the pnor art '

. 'This assumption, of course, is not eentmued after the' "f_f T
question of restriction is settled and the question of pat- -

entability of the several clanns in v1ew of prlor art 1s s _rule that restriction may be

taken up.

806.03 Single Eljodiinent, Clz_a_ims Deﬂning
Same Essential Features

Where the claims of an application define the same

essential characteristics of a single disclosed embodi-

ment of an invention, restriction therebetween should
never be required. This is because the claims are but dif-

ferent definitions of the same disclosed subject matter, |

varying in breadth or scope of definition.

Where such claims appear in different applications
optionally filed by the same inventor, disclosing the same
embodiments, see MPEP § 804 — § 804.02.

806.04 Independent Inventions

If it can be shown that the two or more inventions are
in fact independent, applicant should be required to re-
strict the claims presented to but one of such indepen-
dent inventions. For example:

1. Two different combinations, not disclosed as ca-
pable of use together, having different modes of opera-
tion, different functions or different effects are indepen-
dent. An article of apparel such as a shoe, and a locomo-
tive bearing would be an example. A process of painting a
house and a process of boring a well would be a second
example.

2, Where the two inventions are process and appa-
ratus, and the apparatus cannot be used to practice the
process or any part thereof, they are independent. A spe-
cific process of molding is independent from a molding
apparatus which cannot be used to practice the specific
process.

3. Where species under a genus are independent,
for example, a genus of paper clips having species differ-
ing in the manner in which a section of the wire is formed

Rev. 1, Sept. 1995

The statute 351 J.S.

species may be claimed in one’ apphcatlon 1f the other
condmons of the rule are met R

806 04(b) Specles May Be Related
' Inventions [R- 1]

Specics, wille usually mdependent may be related
under the particular disclosure. Where inventions as dis-
closed and claimed are both (a) species under a claimed
genus and (b) related, then the question of restriction

“must be determined by both the practice applicable to

election of species and the practice applicable to other

- types of restrictions such as those covered in MPEP

§ 806.05 — § 806.05(i). If restriction is improper under
either practice, it should not be required.

For example, two different subcombinations usable
with each other may each be a species of some common
generic invention. In Ex parte Healy, 1898 C.D. 157, 84
0.G. 1281, a clamp for a handle bar stem and a specifical-
ly different clamp for a seat post both usable together on
a bicycle were claimed. In his decision, the Commission-
er considered both the restriction practice under elec-
tion of species and the practice applicable to restriction
between combination and subcombinations.

As a further example, species of carbon compounds
may be related to each other as intermediate and final
product. Thus, these species are not independent and in
order to sustain a restriction requirement, distinciness
must be shown. Distinctness is proven if it can be shown
that the intermediate product is useful other than to
make the final product. Otherwise, the disclosed rela-
tionship would preclude their being issued in separate
patents.

Form Paragraph 8.14 may be used in intermediate —
final product restriction requirements.
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required'to_one’of two or:. L
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9 814 Intermediate ~ Fina

mtermedmte-ﬁual pfoduet relatmnsh:p Dlshnctness 1s ptoven for,__;‘_;s* A0 G

claims in this relationship if the intermediate product is useful to make

otherthantheﬁnalpmdmt(WEP‘>§<80604(b).3rdparayaph)..";_,:__.f G g UL g T g

and the species are patentably distinct (MPEP *>§< 806.04(h)).

Inthlsmtantease,memtermdmeproductxsdcemedtobeuseﬁnl v
as[3]andthelnvenuonsaredeemedpatentablyd1mnctsmeetherels'-
nothmgonthﬁrecerdwshowthemtobeobvmusvamnts ‘Should "~
applwttravcmeonthegroundthatthespemesarenotpatemably S

distinet, applicant should submit evidence or identify such evidence now
of record showing the speelestobeonusvanantsorcleaﬂy admiton
the record that this is the case. In either instance, if the examiner finds
one of the inventions anticipated by the prior art, the evidence or
admission may be used in a rejection under 35 U.S.C, 103 of the other
invention.

>Ezaminer Note:

1. This form paragraph is to be used when claims are presented to
both an intermediate and final proeduct (MPEP § 806.04(b)).

2, Conclude restriction requirement with form paragraph 8.21.<

The intermediate and final product must have a
mutually exclusive species relationship and as with all
species restrictions, must be patentably distinct.

Typically, the intermediate loses its identity in the fi-
nal product.

Additionally, the intermediate must be shown to be
useful to make other than the final product. The examin-
er must give an example of an alternative use but need
not provide documentation. Applicant then has the bur-
den to prove or provide a convincing argument that the
intermediate does not have the suggested use.

806.04(c) Subcombination Not Generic to
Combination

The situation is frequently presented where two dif-
ferent combinations are disclosed, having a subcombina-
tion common to each. 1t is frequently puzzling to deter-
mine whether a claim readable on two different com-
binations is generic thereto.

This was early recognized in Ex parte Smith, 1888
C.D. 131, 44 0.G.1183, where it was held that a subcom-
bination was not generic to the different combinations in
which it was used.

To exemplify, a claim that defines only the subcom-
bination; e.g., the mechanical structure of a joint, is not a
generic or genus claim to two forms of a combination;
e.g., two different forms of a doughnut cooker each of
which utilizes the same form of joint.
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to the several specles
Iti is not possible:

general, a generic claun should mclude no matenal ele- |

~ment additional to those recited in’ the specles clalms,- e
and must comprehend within'its conﬁnes the orgamza- i

tion covered in each of the species,

For the purpose of obtammg clalms to more than one
species in the same case, ‘the generic clanm cannot in-
clude limitations not present in each of the added specnes
claims. Otherwise stated, the claims to the species which -
can be included in a case in addition to a single species

‘must contain all the limitations of the generic claim.

Once a claim that is determined to be generic is al-
lowed, all of the claims drawn to species in addition to
the elected species which include all the limitations of
the generic claim will ordinarily be obviously allowable in
view of the allowance of the generic claim, since the addi-
tional species will depend thereon or otherwise in-
clude all of the limitations thereof. When all or some
of the claims directed to one of the species in addition
to the elected species do not include all the limita-
tions of the generic claim, then that species cannot
be claimed in the same case with the other specnes,
see MPEP § 809.02(c)(2).

806.04(e) Claims Restricted to Species

Claims are definitions of inventions. Claims are never
species. Claims may be restricted to a single disclosed
embodiment (i.e. a single species, and thus be designated
a specific species claim), or a claim may include two or
more of the disclosed embodiments within the breadth
and scope of definition (and thus be designated a generic
or genus claim).

Species are always the specifically different embodi-
ments.

Species are usually but not always independent as dis-
closed (sce MPEP § 806.04(b)) since there is usually no
disclosure of relationship therebetween, The fact that a
genus for two different embodiments is capable of being
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-04(0

concewed and deﬁned does not affect the indepen- '
dence of the embodlments, where the case under consid-

eration contains no. drsclosure of any commonahty of op-'
eration, function or effect. S
Claims Restricted to Species, by
Mutually Exclusive Characteristics

806.04(0)

Claims to be restricted to different species must
be mutually exclusive. The general test as to when
claims are restricted, respectively, to different species is
the fact that one claim recites limitations which under
the disclosure are found in a first species but not in a sec-
ond, while a second claim recites limitations disclosed
only for the second species and not the first. This is fre-
quently expressed by saying that claims to be restricted to
different species, must recite the mutually exclusrve
characteristics of such species.

806.04(h) Species Must Be Patentably
Distinet From Each Other
and From Genus

Where an applicant files a divisional application
claiming a species previously claimed but nonelected in
the parent case, pursuant to and consonant with a re-
quirement to restrict, there should be no determination
of whether or not the species claimed in the divisional
application is patentable over the species retained in the
parent case since such a determination was made before
the requirement to restrict was made.

In a national application containing claims directed
to more than a reasonable number of species, the ex-
aminer should not require restriction to a reasonable
number of species unless he or she is satisfied that he or
she would be prepared to allow claims to each of the
claimed species over the parent case, if presented in a di-
visional application filed according to the requirement.
Restriction should not be required if the species claimed
are considered clearly unpatentable over each other.

In making a requirement for restriction in an applica-
tion claiming plural species, the examiner should group
together species considered clearly unpatentable over
each other, with the statement that restriction as be-
tween those species is not required.
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Where generrc c]alms are j_allo_wed in a national ap- :

‘ ‘-phcatron, apphcant may claun, n the sam’ef applzcatwn Sl
" additional'species as provided by 37 CFR 1.141. As'to .
. these, the patentable dnstmctron between the specres or

“between the species and genus is not ngorously mvestr-' .
' gated since they will issue in the same’ patent However," o
 the practice stated in MPEP§ 706. 03(k) maybe followed
- ifthe c]au:ns differ from the allewed genus only by subject e
matter that can be shown by citation of prior art.: '

‘Where, however, an apphcant optlonally fi]es anoth- )
er national apphcatlon with claims to.a different species, -
or for a species disclosed but not claimed in a parent case
as filed and first acted upon by the examiner, there
should be close investigation to determine the presence
or absence of patentable difference. See MPEP § 804.01
and § 804.02.

806.046) Generic Claims Presented for First

Time After Issue of Species

The Patent and Trademark Office no longer follows
the practice of prohibiting the allowance of generic
claims that are presented for the first time after the is-
suance of a copending application claiming plural spe-
cies. Instead, the Office may reject the generic claims on
the grounds of obviousness~type double patenting. Ap-
plicant may overcome such a rejection by filing a termi-
nal disclaimer. See In re Braithwaite, 154 USPQ
38 (CCPA 1967).

L £ ]

806.05 Related Inventions

Where two or more related inventions are being
claimed, the principal question to be determined in con-
nection with a requirement to restrict or a rejection on
the ground of double patenting is whether or not the in-
ventions as claimed are distinct. If they are distinct, re-
striction may be proper. If they are not distinct, restric-
tion is never proper. lf nondistinct inventions are
claimed in separate applications or patents, double pat-
enting must be held, except where the additional ap-
plications were filed consonant with a requirement to re-
strict in a national application

The various pairs of related inventions are noted in
the following sections.
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ik RESTRICTIONIN APPLICA bﬁsfﬁmﬁ;wnnmszu

-~ 806. 05(a) Comblnation and Subcombinatmn 1. SUBCOMBINAI

“or Element

A combmatlon isan orgamzatlon of whlch a subcom-‘

bination or element is a part. -

“Relative to questions of restnctlon where a oombma-’ :
tion is alleged, the claim thereto must be assumed tobe
allowable (novel and unobvious) as pointed outin MPEP

§ 806.02, in the absence of a holding by the examiner to

 the contrary. When a claim is found in a patent, it has al-
ready been found by the Office to be allowable and must
be treated on that basis.

806.05(b) Old Combination — Novel
Subcombination

Restriction is ordinarily not proper between a com-
bination (AB) that the examiner holds to be old and un-
patentable and the subcombination (B) in which the ex-
aminer holds the novelty, if any, to reside, Ex parte Don-
nell, 1923 C.D. 54, 315 O.G. 398 (Comm’r Pats.1923).
(Sec MPEP § 820.01.)

806.05(c) Criteria of Distinctness for
Combination, Subcombination, or
Element of a Combination [R—1]

In order to establish that combination and subcom-
bination inventions are distinct, two—-way distinctness
must be demonstrated.

To support a requirement for restriction, both two—
way distinctness and reasons for insisting on restriction
are necessaty, i.e. separate classification, status, or field
of search. See MPEP § 808.02.

If it can be shown that a combination, as claimed

(1) does not require the particulars of the subcom-
bination as claimed for patentability (to show novelty
and unobviousness), and

(2) the subcombination can be shown to have utility
cither by itself or in other and different relations, the in-
ventions are distinct. When these factors cannot be
shown, such inventions are not distinct.

The following examples are included for general
guidance.
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fthe details of the subcombination‘as
. and the: subcombmatlon has separat utlhty, the inv
 tions are distinct and restriction i :
- for mslstmg upon ¢ the restnctnon, i. €. separate classnﬁca—’ '
* tion, status, or field of search. ,

joes not set forth;_;:
‘ parately clalmed' i

operif feasons exis

This situation can be dlagramed as combmatlon A e ‘

'Bb, (“br” is an abbreviation for “broad”), and subcom- :

bination Bgp (“sp” is an abbreviation for “specific”). Bpr
indicates that in the combination the suboombmatton is
broadly recited and that the specific characteristics set
forth in the subcombination claim Bgj, are not set forth in
the combination claim,

Since claims to both the subcombination and com-

bination are presented and assumed to be patentable,

the omission of details of the claimed subcombination
Byp in the combination claim A By, is evidence that the
patentability of the combination does not rely on the de-
tails of the specific subcombination.

2. SUBCOMBINATION ESSENTIAL TO
COMBINATION

A Bgy | Bgp No restriction

If there is no evidence that combination A Byp is pat-
entable without the details of Bgp, restriction should not
be required. Where the relationship between the claims
is such that the separately claimed subcombination By
constitutes the essential distinguishing feature of the
combination A Bgp, as claimed, the inventions are not dis-
tinct and a requirement for restriction must not be made,
even though the subcombination has separate utility.

3. SOME COMBINATION CLAIMS RECITE
SPECIFIC FEATURES OF THE SUBCOMBINA-
- TION BUT OTHER COMBINATION CLAIMS
GIVE EVIDENCE THAT THE SUBCOMBINA-
TION IS NOT ESSENTIAL TO THE
COMBINATION,

A Bgp | A By (Evidence claim) / By Restriction
proper
Claim A By, is an evidence claim which indicates that

the combination does not rely upon the specific details of
the subcombination for its patentability, If claim A By, is
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?sos 05(«1) :
r subsequently found to be: unallowable, ti
- rejoinder of the inventions restricted must be consndcr
- and the letter to the apphmnt should SO state Therefore

where the combination evidence claim A Byrdoesnotset a o
forth the details of the. subcombmatmn Byp and the sub- - quire
combination By has separate utrllty, the inventions are - T

distinct and restriction is proper if reasons exrst for m-“; .

sisting upon the restriction.

In applications clamung plural mventrons capable of E

being viewed as related in two ways, for example, as both

combination—subcombination and also as different stat-
utory categories, both applicable criteria for distinctness -

must be demonstrated to support a restriction require-
ment, See also MPEP § 806.04(b).

Form Paragraph 8.15 may be used in combination—
subcombination restriction requirements,

§ 8.15 Combination—Subcombination

Inventions [1] and [2] are related as combination and subcombina-
tion, Inventions in thisrelationship are distinctif it can be shown that (1)
the combination as claimed does not require the particulars of the
subcombination as claimed for patentability and (2) that the subcom-
bination has utility by itself or in other combinations. (MPEP >§<
806.05(c)). In the instant case, the combination as claimed does not
require the particulars of the subcombination as claimed because [3].
The subcombination has separate utility such as [4).

Examiner Note:

>1. Thisformparagraphistobeusedwhenclaimsare presentedto
bath combination(s) and subcombination(s) (MPEP § 806.05(c)).

2.< In situations involving evidence claims, see MPEP
*>§ 806.05(c),< example 3, and explain in bracket 3.

>3.< In bracket 4, suggest utility other than used in combination.

>4. Concluderestrictionrequirementwith formparagraph8.21.<

The burden is on the examiner to suggest an example
of separate utility.

If applicant proves or provides an argument sup-
ported by facts, that the other utility, suggested by the ex-
aminer, cannot be accomplished, the burden shifts to the
examiner to document a viable separate utility or with-
draw the requirement.

806.05(d) Subcombinations Usable
Together [R—1]

Two or more claimed subcombinations, disclosed as
usable together in a single combination, and which can
be shown to be separately usable, are usually distinct
from each other.

Rev. 1, Sept. 1995

".'->§<80605(d)‘ ,

wE Invenuons [1] and [2] ar elated as:ubcombmauons dxscloudas: . e
usable together in‘a single combination. Tbe ‘subcombinations are BERE
dlsunctfromeachothenftheyareshowntobesepamwlyusable Inthe

instant case invention [3] has sepmate uuhty such as [4] See ‘MPEPV:,_'-' ;

- Examiner Note:

>% Thrsformparagraphlstobeusedwhenclmmarepresemedto
subcombinations usable together (MPEP § 806.05(d)).<

*>2<.Inbracket3, mserttheappropnawgroupnumberorldentlfy
the invention.

*>3<. In bracket 4, suggest utrlrty other than with the other
invention.

>4. Concluderestriction reqmrementwrthfonnparagraphs 2.<

Only one way Distinctness is Required.
The examiner must show, by way of example, that one

- of the subcombinations has utility other than in the dis-

closed combination.

Care must be taken to determine if the subcombina-
tions are generically claimed.

Where subcombinations as disclosed and claimed are
both (a) species under a claimed genus and (b) related,
then the question of restriction must be determined by
both the practice applicable to election of species and
the practice applicable to related inventions. If restric-
tion is improper under either practice, it should not be
required (MPEP § 806.04(b)).

The burden is on the examiner to provide an
example.

If applicant proves or provides an argument, sup-
ported by facts, that the other use, suggested by the ex-
aminer, cannot be accomplished or is not reasonable, the
burden is on the examiner to document a viable alterna-
tive use or withdraw the requirement.

806.05(¢) Process and Apparatus for Its
Practice — Distinctness [R—1]

In applications claiming inventions in different statu-
tory categories, only one—way distinctness is generally
needed to support a restriction requirement. However,
see MPEP § 806.05(c).
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' practice anothier and materially different process.

Ithe apparatus claims include aclarm to* means” for -
practicing the process, the claim i isa lmkmg clalm and
must be examined with the elected invention. If it is ulti-

mately allowed rejoinder is required.

Form Paragraph 8.17 may be used to make restnctlon _

' requlrements between process and apparatus.

9 817 Process and Apparatus
&%

Inventions [1] and [2] are related as process and apparatus for its
practice. The inventions are distinct if it can be shown that either: (1) the
process as claimed can be practiced by another materially different
apparatus or by hand, or (2) the apparatus as claimed can be used to
practice another and materially different process. *MPEP
>§< 806.05(e)*. In this case [3].

Examiner Note:
>1. This form paragraph is to be used when claims are presented to
both a process and apparatus for its practice (MPEP § 806.05(¢)).
2.<In bracket 3, use one or more of the following reasons:
*>a, the< process as claimed can be practiced by another and
materially diffesent apparatus such ag *>... ,<
*>b. the< process as claimed can be practiced by hand,
*>c. the<apparatusasclaimedcanbeusedtopracticeanotherand
materially different process such as *>....<
>3. Concluderestrictionrequirementwith formparagraph8.21.<

The burden is on the examiner to provide reasonable
examples that recite material differences.

If the apparatus claims include a claim to “means” for
practicing the process, this claim is a linking claim (ex-
cept for the presence of this claim restriction between
apparatus and process claims would be proper). The
linking claim must be examined with the elected inven-
tion, but only to the extent necessary to determine if the
linking claim is unpatentable. If the linking claim is un-
patentable, restriction is proper.

It should be noted that a claim such as, “An apparatus
for the practice of the process of claim 1, comprising ....”
and then the claim continues with purely apparatus limi-
tations, is not a linking claim. This is merely a preamble
similar to a statement of intended use and should be
treated as any preamble.

If applicant proves or provides convincing argument
that there is no material difference or in the case of that
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Process and apparatus forits practlce can‘be shown to p

be dlstmct mventrons, if crther or both of the followmg" e
canbe shown: (1) that the processas claimed can'be; prac-
ticed. by another matenally drfferent apparatus or by -

hand, or (2) that the apparatus as claimed c can be used to

“wrthdraw the requuculent '

- 806 05(f) Process ofM

, and Pmduct
Made i Drstincmess [R— 1]

: A process of makmg and a product made by the pro-"' .
cess can be shown to- be. distinct inventions if eitheror -~

both of the followmg canbe shown (1) that the process

~ as claimed is not an obvrous process of makmg the prod-.

uct and the process as claimed canbe used to make other
and different products, or (2) that the product as claimed
can be made by another and rnatenally different process.

Allegations of different processes or products need
not be documented. : : :

A product defined by the proccss by whlch it can be
made is still a2 product claim (/#: re Bridgeford, 149 USPQ
55 (CCPA 1966)) and can be restricted from the process
if the examiner can demonstrate that the product as
claimed can be made by another materially different pro-
cess; defining the product in terms of a process by which
it is made is nothing more than a permissible technigue
that applicant may use to define the invention.

If applicant convincingly traverses the requirement,
the burden shifts to the examiner to document a viable
alternative process or product, or withdraw the require-
ment.

Form Paragraph 8.18 may be used in restriction re-
quirements between product and process of making.

9 818 Product and Process of Making

L1

Inventions [1] and [2] are related as process of making and product
made. Theinventions aredistinct if cither or both of the following canbe
shown: (1) that the process as claimed can be used to make another and
materially different product or (2) that the product as claimed can be
made by another and materially different process (MPEP
>§< 806.05(f)). In the instant case [3].

Examiner Note:
>1.This form paragraph is to be used when claims are presented to
both a product and the process of making the product (MPEP
§ 806.05(f)).
2.<In bracket 3, use one or more of the following reasons:
>a. the< process as claimed can be used to make a materially
different product such as *>..,,<
>b. the< product asclaimed can be made by a materially different
process such as *>....<
>3, Conclude restriction requirement with form paragraph 8.21.<
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.05(g)

806.05(g) Apparatus and Product Made —

Distmctness [R' - 1] a

An apparatus anda product made by the apparatus‘f
can be shown tobe distinct inventions if erther orbothof .
the following can be shown: (1) that the apparatus as .
claimed is not an obvious apparatus for makmg the prod-
uct and the apparatus as claimed can be used to make -

other and different products or (2) that the: product as
claimed can be made by another and materlally different
apparatus.

Form Paragraph 8.19 may be used for restriction re-
quirements between apparatus and product made.

9 8.19 Apparatus and Product Made
(1]

Inventions (1] and [2] are related as apparatus and product made.
The inventions in this relationship are distinct if either or both of the
following can be shown: (1) that the apparatus as claimed is not an
obviousapparatusfor making the product and the apparatuscanbeused
for making a different product or (2) that the product as claimed can be
made by another and materially different apparatus (MPEP >§<
806.05(g)). In this case [3].

Examiner Note:

>1. Thisformparagraphistobeusedwhen claimsare presentedto
both the apparatus and product made (MPEP § 806.05(g)).

2.< Inbracket 3, use one or more of the following reasons:

#>a. the< apparatus as claimed is not an obwious apparatus for
making the product and the apparatus as claimed can be used tomake a
different product such as *> ...,<

*>b, the< productcan be made by amaterially different apparatus
suchas® ....<

>3. Concluderestrictionrequirementwith formparagraph8.21.<

Only One Way Distinctness is Required

The examiner must show by way of example either (1)
that the apparatus as claimed is not an obvious apparatus
for making the product and the apparatus as claimed can
be used to make other and different products or (2) that
the product as claimed can be made by another and mate-
rially different apparatus.

Sce Form Paragraph 8.19 above.

The burden is on the examiner to provide an example
which need not be documented.

If applicant either proves or provides convincing ar-
gument that the alternative example suggested by the ex-
aminer is not workable, the burden is on the examiner to
suggest another viable example or withdraw the restric-
tion requirement.
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b MANUAL OF PATENT EXAMINING PROCEDURE

sosns(m Pmd >roduct and Proce ssowsins e

: clanmed can be practl ed wrth auother matenally drffer-;" o ‘_ i
ent product; or (2) the 'product as clauned can be used in

a matenally dlfferent process. . :
“The burden is on the examiner to provrde an exam

‘ ple, but the example need not be documented.

If the applrcant either proves or provxdes a co'nvme-‘

ing argument that the alternative use suggested by the |

examiner cannot be accomplrshed the burden is on the
examiner to support a v1able alternatlve use or w1thdraw
the requirement. :

Form Paragraph 8.20 may be used in restriction re-
quirements between the product and method of usmg. '

§ 820 Productand Process of Usmg

Ld

Inventions [1] and [2] are related as product and process of use. The
inventions can be shown to be distinct if either or both of the following
can be shown: (1) the process for using the product as claimed can be
practiced with another materially different productor (2) the product as
claimed can be used in a materially different process of using that
product (MPEP >§< 806.05(h)). In the instant case [3].

Examiner Note:
>1. Thisform paragraphistobeusedwhen claimsare presented to
both the product and process of using the product (MPEP § 806.05(h)).
2.< In bracket 3, use one or more of the following reasons:
*>a. the< process as claimed can be practiced with another
materially different product such as *> ..,,<
*>b. the < product as claimed can be used in a materially different
processsuchas*> ....<
>3. Conclude restriction requirement with form paragraph 8.21.<

806.05(i) Product, Process of Making, and

Process of Using — Preduct
Claim Not Aliowable [R—1]

37 CFR 1.141. Different inventions in one national application.

YRR

(b) Whereclaimsto all three categories, product, processof making,
and pracess of use, are included in a national application, a three way
requirement for restriction can only be made where the process of
making is distinct from the product. If the process of making and the
product are not distinct, the process of using may be joined with the
claims directed to the product and the process of making the product
even though a showing of distinctness between the product and process
of using the product can be made.
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Where an apph

§ 806.05(h)), the product must also ‘be joined with the
process of using in grouping (2). .

Where the product claims are allowable (i.c., novel
and nonobvious), restriction may be required only where
the process of making and the product made are distinct
(MPEP § 806.05(f)); otherwise, the process of using
must be joined with the process of making and product
made, even if a showing of distinctness can be made be-
tween the product and process of using (MPEP
§ 806.05(h)).

Determination of patentability of the product need
not be made prior to making a requirement for restric-
tion unless the requirement is based on a determination
that the product claims are not allowable.

Form paragraph 8.20.>0<1 may be used in product,
process of making and process of using situations where
the product is not allowable.

9 8.20.>0<1 Product, Processof Makingand Processof Using
~ Product Is Not Allowable

%

Inventions [1] and [2] are related as a process of making and process
of using the product. The use as claimed cannot be practiced with a
materially different product. Since the product is not allowable,
restriction is proper between said method of making and method of
using. The product claim will be examined along with the elected
invention (MPEP >§< 806.05(i)).

>Examiner Nofes

1. This paragraph is to be used when claims are presented to the
product, process of making, and process of vsing where the product
claims are not aflowable (MPEP § 806.05(i)).<

807 Patentability Report Practice Has No
Effect on Restriction Practice

Patentability report practice (MPEP § 705), has no
effect upon, and does not modify in any way, the practice
of restriction, being designed merely to facilitate the
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‘ on _ ntams clanms to produc,, 'ha
claims to a process specrally adapted for (i.e., ‘notpatent- .
ably distinct from, as defined in MPEP § 806. 05(5) the

" product, and clalms toa process of i usmg the product and
the product ¢ clanns are not allowable (1 e., not. novel and

~ nonobvious), restnctron is proper between the process- '

of making and the process of using. In this i mstance, ap- .

plicant may be requued to elect either @) the product"

and process of making it, or 2 the. process. of using. Un-_
less the examiner can make a showing of distinctness be-
tween the process of using and the product (MPEP

' 808. Reasons for Ins L ting U '.n Res rictron,

Every requnrement to restnct has {

upon restnctron therebetween as set forth in the follow-_'

“ing sectlons

,' 808, 01 Independent Inventlons

Where the mventrons clalmed are mdependent i.e.,
where they are not connected in desngn, operation, or ef-
fect under the disclosure of the particular applrcatlon
under consideration (MPEP § 806. 04), the facts reliedon ..
for this conclusion are in essence the reasons Jor insisting
upon resmctwn. This situation, except for species, is but
rarely presented, since persons will seldom file an ap-
plication containing disclosures of independent things.

808.01(a) Species

Where there is no disclosure of relationship between
species (sce MPEP § 806.04(b)), they are independent
inventions and election of one invention following a re-
quirement for restriction is mandatory even though ap-
plicant disagrees with the examiner. There must be a pat-
entable difference between the species. as claimed, see
MPEP § 806.04(h). Thus the reasons for insisting upon
election of one species, are the facts relied on for the
conclusion that there are claims restricted, respectively,
to two or more patentably different species that are dis-
closed in the application, and it is not necessary to show a
separate status in the art or separate classification.

A single disclosed species must be elected as a pre-
requisite to applying the provisions of 37 CFR 1.141 to
additional species if a generic claim is allowed.

Even though the examiner rejects the generic claims,
and even though the applicant cancels the same and thus
admits that the genus is unpatentable, where there is a
relationship disclosed between species, such disclosed
relation must be discussed and reasons advanced leading
to the conclusion that the disclosed relation does not
prevent restriction, in order to establish the propriety of
restriction.
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: reasons (as drstmgurshed from: the mere' statement of
' conclusron) why the inventions as claimed are citherin-. -
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restriction as between those species is not reqmred
Election of species ‘should be reqmred prior to a
search on the merits (1) in all applications containing

claims to a plurality of species with no generic claims, and -

(2)in all apphcatlons containing both specles claims and
generic or Markush claims. '

_In all applications in which no species claims are pres-
ent and a generic claim recites such a multiplicity of spe-
cies that an unduly extensive and burdensome search is
required, a requirement for an election of species should
be made prior to a search of the generic claim.

In all applications where a generic claim is found al-
lowable, the application should be treated as indicated in
MPEP §§ 809.02 (b), (c), or (). If an election is made
pursuant to a telephone requirement, the next action
should include a full and complete action on the elected
species aswell as on any generic claim that may be present.

808.02 Related Inventions

Where, as disclosed in the application, the several in-
ventions claimed are related, and such related inven-
tions are not patentably distinct as claimed, restriction
under 35 U.S.C. 121 is never proper ( MPEP § 806.05). If
applicant optionally restricts, double patenting may be
held.

Where the related inventions as claimed are shown to
be distinct under the criteria of MPEP §§ 806.05(c—i),
the examiner, in order to establish reasons for insisting
upon restriction, must show by appropriate explanation
one of the following:

(1) Separate classification thereof:

This shows that each distinct subject has attained rec-
ognition in the art as a separate subject for inventive ef-
fort, and also a separate field of search, Patents need not
be cited to show separate classification.

(2) A separate status in the art when they are classifi-
able together:

Even though they are classified together, each sub-
ject can be shown to have formed a separate subject for
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' Eleetion of speeies shoald not be required ir thespe- L
~ cles claimed are’ eonsidered clearly unpatentable (ob-
' 'vious) over each other.. In makmg a requlrement for re-f- o
striction in an apphmtlon clalmmg plural species, the ex-"
aminer should gronp together species consndered clearly‘
unpatentable over each ‘other, w1th the statement that

--.“:fleldofsearch :

(34 dzﬂ'erentﬁeld ofsearch- R T
Where it is necessary to search for one of the dlstmct"j‘v o

. sub]ectsmplaceswherenopertment arttotheothersub-
ject exists, a different field of search is shown, even .

though the two are class1ﬁed together 'Ihe mdlcated dif-

ferent field of search must in fact be pertment tothe type -

of subject matter.covered by the clalms Patents need not
be cited to show different fields of search. o ,
Where, however, the classification is the same and
the field of search is the same and there is no clear indica-
tion of separate future classification and field of search,
no reasons exist for dividing among related inventions.

809 Claims Linking Distinct In_ventmns

Where, upon examination of an application contain-
ing claims to distinct inventions, linking claims are
found, restriction can nevertheless be required. See
MPEP § 809.03 for definition of linking claims.

A letter including only a restriction requirement or a
telephoned requirement to restrict (the latter being en-
couraged) will be effected, specifying which claims are
considered linking. Sce MPEP § 812.01 for telephone -
practice in restriction requirements. _

No art will be indicated for this type of lmkmg claim -
and no rejection of these claims made.

A 1-month shortened statutory period will be set for
response to a written requirement. Such action will not
be an “action on the merits” for the purpose of the sec-
ond action final program.

To be complete, a response to a requirement made
according to this section need only include a proper elec-
tion.

The linking claims must be examined with the inven-
tion elected, and should any linking claim be allowed, re-
joinder of the divided inventions must be permitted.

809.02 Generic Claim Linking Species

Under 37 CFR 1.141, an allowed generic claim may
link a reasonable number of species embraced thereby.
The practice is stated in 37 CFR 1.146.
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theteby, the emmmer may reqmre the applmnt inbist response to that

© action toe!ectthatspeaesofbls orherinventiontowhichhisorher claim -
-shall be restricted if no generic claim is held allowable. However, ifsuch- -

. app!mtmn contains claims directed to more than a reasonable numberj
ofspecxes,theeummermayrequue testriction ofthe claimstonotmore =

~ thanateasonab!enumberofspeuesbefotetahngfurtheracnonmthe :

case.

809.02(h) - Election Requlred R-1]

Where generic claims are present, the examiner -

should send a letter including only a restriction require-
ment or place a telephone requirement to restrict (the
latter being encouraged). See MPEP § 812.01 for tele-
phone practice in restriction requirements,

Action as follows should be taken:

(1) Identify generic claims or indicate that no ge-
neric claims are present. See MPEP § 806.04(d) for defi-
nition of a generic claim.

(2) Clearly identify each (or in aggravated cases at
least exemplary ones) of the disclosed species, fo which
claims are restricted. The species are preferably identi-
fied as the species of figures 1, 2, and 3 or the species of
examples], II, and I}, respectively. In the absence of dis-
tinct figures or examples to identify the several species,
the mechanical means, the particular material, or other
distinguishing characteristic of the species should be
stated for each species identified. If the species cannot be
conveniently identified, the claims may be grouped in ac-
cordance with the species to which they are restricted.

(3) Applicant should then be required to elect a
single disclosed species under 35 U.S.C. 121, and advised
as to the requisites of a complete response and his rights
under 37 CFR 1.141.

For generic claims, a search should not be made and
art should not be cited.

A 1-month >(not less than 30 days)< shortened
statutory period will be set for response when a written
requirement is made without an action on the merits.
This period may be extended under the provisions of
37 CFR 1.136(a). Such action will not be an “action on
the merits” for purposes of the second action final pro-
gram.

To be complete, a response to a requirement made
according to this section should include a proper election
along with a listing of ail claims readable thereon, includ-
ing any claims subsequently added.

800 - 39

1 801 Elecuon'ofSpec'

Thxsapphcatloncontamsclmmsdlrectedtothcfol!owmgpatentably =
dlstmct species of the claimed invention: [1].. AR A R
Applicantis requlred under35 U S.C.121 t0 elect a n’gl edi

specles for progecution on the ments.to wlnch the claum; shall be. ",
restncted|fnogenencclmm1sﬁnallyheldtobeallowable Gmenﬂy,[Z] o
‘genenc i S
Appllcantlsadvmedthataresponsetoﬂusrequuementmustmclude S

an identification of the species that is elected consonant with this
requirement, and a listing of all claims readable thereon, mcludmg any
claims subsequently added. An argument that a generic claim is._

allowable or that all claims are generic is consndered nonruponswe - '

unless accompanied by an election. 0.

Upon the allowance of a generic claim, appllcant wnll be entltled to
consideration of claims to. additional species which- are. written in
dependent form or otherwise include all the’ lumtanons of an allowed
generic claim as provided by 37 CFR 1.141. i claims are added after the
election, applicant must indicate which are readable upon the elected
species. MPEP 809.02(a).

Should applicant traverse on the ground that the species are not
patentably digtinct, applicant should submit evidence or identify such
evidence now of record showing the species to be obvious variants or
clearly admit on the record that this is the case, In either instance, if the
examiner findsone of the inventionsunpatentable over the prior art, the
evidence or admission may be used in a rejection under 35 U.S.C. 103 of
the other invention. ‘

Examiner Note: :
In bracket 2, insert the appropriate generic claim information.

9 802 Election When Claims Are Not Restricted to Species

Claim [1] generic to a plurality of disclosed patentably distinct
speciescomprising [2], Applicantisrequiredunder35U.8.C. 121 toelect
a single disclosed species, even though this requlrement is traversed.

Should applicant traverse on the ground that the species are not
patentably distinct, applicant should submit evidence or identify such
evidence now of record showing the species to be obvious variants or
clearly admit on the record that this is the case. In either instance, if the
examiner findsone of theinventions unpatentable over the prior art, the
evidence or admission may be used in a rejection under 35 U.S.C. 103 of
the other invention. .

Examiner Note:

1. This paragraph should be used for the election of species
requirement described in MPEP >§§< 803.02 (Markush group) and
809.02(d) (burdensome search necessary),

2.Inbracket* >2, < clearlyidentify the speciesfromwhich electionis
to be made.

If claims are added after the election, applicant must
indicate which are readable on the elected species.
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v809.02(b)

Itis necessary to (1) |denufy generic claims. or tate

'vthat none are prescnt and (2) to clea:l i
v specles mvolved S S

80902(!)) Electlon Requn‘ed ﬁGenenc
ClalmAIlowahle LR

When a claim genenc to two or more claimed épecies
is found to be allowable on the first or any subsequent ac-
tion on the merits and election of a single species has not

been made, applicant should be informed that the claim is
allowable and generic, and a requirement should be
made that applicant elect a single species embraced by
the allowed genus unless the species claims are all in the
form required by 37 CFR 1.141 and no more than a rea-
sonable number of species are claimed. Substantially the
following should be stated:

“Applicant is advised that his or her response to complete |
must include an identification of the single, disclosed species
within the allowed genus that he or she elects and a listing of all
claimsreadable thereupon. Applicantisentitled to consideration
of claims to a reasonable number of disclosed species in addition
totheelected species, which species he or shemustidentify andlist
all claims restricted to each, provided all the claims to each
additional species are written in dependent form or otheswise
include all the limitations of an allowed generic claim as provided
by 37 CFR 1.141.”

809.02(c) Action Following Election [R—1]

An examiner’s action subsequent to an election of
species should include a complete action on the merits of
all claims readable on the elected species.

(1) When the generic claims are rejected, or there is
no generic claim, all claims not readable on the elected
species should be treated substantially as follows:

“Claims are held to be withdrawn from
further consideration under 37 CFR 1.142(b) as not
readable on the elected species there being no (allowable)
generic claim.”

(2) When a generic claim is subsequently found to be
allowable, and not more than a reasonable number of
additional species are claimed, treatment should be as
follows:

(i)When all claims to each of the additional species
are embraced by an allowable generic claim as provided
by 37 CFR 1.141, applicant should be advised of the al-
lowable generic claim and that claims drawn to the non-
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v,as follows

“Clmms -

all of the claims to this species do not depend upon or .
othemsemcludealloftbelmutauonsofanaﬂmvedgenenc
claim as requn'ed by 37 CFR 1.141.” '

Note that each addltnonal species is handled sepa-
rately. When all of the claims to one nonelected species
are embraced by an allowable genenc claim but each of
the claims to another nonelected specles are not em-
braced by an allowable generic claim, applicant should
be advised that the claims to the one nonelected species
are no longer withdrawn from further consideration but
that the claims to the other nonelected species remain

‘withdrawn from further consideration since all of the

claims to this other species do not depend upon or fully
include all of the limitations of an allowed generic claim
as required by 37 CFR 1.141. This holding should be
worded as follows:

“Allowed claims are generic. Claims
directed to species are no longer withdrawn from
further consideration in this case since all of the claims to
this species depend from or otherwise include ail of the
limitations of an allowed generic claim. Claims di-
rected to species are withdrawn from further
consideration in this case since all of the claims to this
species do not depend upon or otherwise include all of the
limitations of an allowed generic claim as required by 37
CFR 1.141.”

When the case is otherwise ready for issue and there
is an allowed generic claim, and applicant has not been
previously notified as to the allowance of a generic claim,
applicant should be advised of the allowance of a generic
claim and given a time limit of 1 month to conform all of
the claims to the nonelected species to fully embrace an
allowed generic claim or the examiner will cancel the
claims to each nonconforming species by examiner’s
amendment and pass the case to issue. If the election is
traversed,, an additional paragraph worded as Form
Paragraph 8.03 should be added to the hoiding.
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- mlmmmozmmfmpmwmm(a7m1 14y,

Failure to take action during this period will be treated as authorization . - im
tocancelthenotedclambyExammetsAmendmentaudpmtheease-. i e DIo
toissue, Extensions of time under 37 CFR 1. 136(a)willnotbepermxtted:[ Rty

smeethlsapplwauonwillbepassedtolm L

ThcptowwuonoftblscasemcloudemeptfmeowdemMnoﬂhe S

above matter. - ..

Cla.lms duected to specles not embraced by an al-

lowed genenc clam should be treated as follows: -

“Claims are for specles not embraced by an
allowedgenemclaunmteqmredby‘nCFRl 141 and are
withdeawn from further consideration in this case, 37CFR

1.142(b).”
809.02(d) No Species Claims

Where only generic claims are presented, no restric-
tion can be required except in those cases where the ge-
neric claims recite such a multiplicity of species that an
unduly extensive and burdensome search is necessary.
See MPEP § 808.01(a). If after an action on only generic
claims with no restriction requirement, applicant pres-
ents species claims to more than one species of the inven-
tion, he or she must at that time indicate an election of a

single species.
809.02(e) Generic Claim Allowable in
Substance [R—1]

Whenever a generic claim is found to be allowable in
substance, even though it is objected to or rejected on
merely formal grounds, action on the species claims shall
thereupon be given as if the generic claim were allowed.

The treatment of the ¢ >application< should be as
indicated in MPEP §§ 809.02 (b), (c), or (d).

809.03 Linking Claims

There are a number of situations which arise in which
an application has claims to two or more properly divis-
ible inventions, so that a requirement to restrict the ap-
plication to one would be proper, but presented in the
same case are one or more claims (generally called “link-
ing” claims) inseparable therefrom and thus linking to-
gether the inventions otherwise divisible.

and ause (process of usmg) L
Where lmkmg claims: exnst : a

to restrict (the latter being encouraged).will be effected,
specifying which claims ‘are eons:dered to be linking. -
Note Form Paragraph 8. 12

9 812 Restiction, Lmlang Claims
Claim [1] link(s) inventions {2) and [3}

For traverse of rejectlon of linking cla:m in apphca-
tions sce MPEP § 818. 03(d)

809.04 Retention of Claims to Nonelected |
Invention ’

Where the requirement for restriction in an applica-
tion is predicated upon the nonailowability of generic or
other type of linking claims, applicant is entitled to retain
in the case claims to the nonelected invention or inven-
tions.

If a linking claim is allowed, the examiner must there-
after examine species if the linking claim is generic -
thereto, or he or she must examine the claims to the non-
elected inventions that are linked to the elected inven-
tion by such allowed linking claim.

When a final requirement is contingent on the nonal-
lowability of the linking claims, applicant may petition
from the requirement under 37 CFR 1.144 without wait-
ing for a final action on the merits of the linking claims;
or applicant may defer his or her petition until the link-
ing claims have been finally rejected, but not later than
appeal, 37 CFR 1.144, MPEP § 818.03(c).

810 Action on the Merits

In general, in an application when a requirement to
restrict is made, no action on the merits is given.
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' 810 01

With Requirement

A baslc pollcy of the present exmnmmg program is
that the second action on the merits should be made final * -
whenever proper, MPEP § 706. 07(a) In those apphca-; .
tions wherein a requntement for restnctnon orelectionis =
accompanied by a complete action on the merits of all
the claims, such action will be consldered tobean action
on the merits and the next action by the examiner should
be made final. When preparing a final action in an ap-.
phcatlon where applicant has traversed the restnctlon '

requirement, see MPEP § 821.01. :

Although an action on the merits is not necessary to a
requirement, it is not objectionable, Ex parte Lantzke,
1910 C.D. 100, 156 O.G. 257. However, note that a ques-
tion may arise as to whether there is a serious burden on
the examiner.

However, except as noted in MPEP § 809 and
§ 812,01, if an action is given on the merits, it must be giv-
en on all claims.

81002 Usually Deferred

The Office policy is to usually defer action on the
merits until after the requirement for restriction is com-
plied with, or withdrawn.

Ex parte Pickles, 1904 C.D. 126, 109 O.G. 1888.

Ex parte Snyder, 1904 C.D. 242, 110 O.G. 2636.

Ex parte Weston, 1911 C.D. 218, 173 O.G. 285.

810.03 Given on Elected Invention When
Reguirement Is Made Final [R—1]

37 CFR 1.143 last sentence states: “If the require-
ment is repeated and made final, the examiner will at the
same time act on the claims to the invention elected.”
Thus, action is ordinarily given on the elected invention
in the action making the requirement final.

q 8.25.>0<1 Election Without Traverse

Applicant’s election without traverse of [1) in Paper No {2] is
acknowledged.

811 Time for Making Requirement

37 CFR 1.142(a), 2nd sentence: “If the distinctness
and independence of the invention be clear, such re-
quirement will be made before any action upon the mer-
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'ﬁrst action if possnble, otherwnse,assoonasaproper re- .
Equnrement develops. ’ i L

‘Before: makmg a restr fon requlrement after theg_,y.'- e
first-‘action on the- ments the exanuner will consxderzf?,-gg L
whether there wﬂlbe a senous burden 1f restnctn on i not _' S

_ requlred

811.02 Even After Compliance With
Precedmg Requirement

Since the rule provndes th_at resmctxon is pr,oper‘ at
any stage of prosecution up to final action, a second re- -
quirement may be made when it becomes proper, even-
though there was a prior requirement with which appli-
cant complied, Ex parte Benke 1904 C.D. 63 108 0G.
1588 (Comm’r Pats. 1904). ‘

$11.03 Repeating After Withdniw"val Proper ‘_

Where a requirement to restrict is made and with-
drawn, because it was improper, when it becomes proper
at a later stage in the prosecution, restriction may again
be required.

811.04 Proper Even Though Grouped
Together in Parent Case

Even though inventions are grouped togetherin a re-
quirement in a parent case, restriction there among may
be required in the divisional case if proper.

812 Who Should Make the Requirement

The requirement should be made by an examiner
who would examine at least one of the inventions.

An examiner should not require restriction in an ap-
plication if none of the claimed subject matter is classifi-
able in his or her group. Such an application should be
transferred to a group to which at least some of the sub-
ject matter belongs.

812.01 Telephone Restriction Practice [R— 1]

If an examiner determines that a requirement for re-
striction should be made in an application, the examiner
should formulate a draft of such restriction requirement
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mcludmg an mdlcatton of those claims consndered to bef < tha
i linking or generic. No search or rejection of the hnkmg;.;_ o
claims should be made Thereupon, the examiner should
telephone the attomey of record and request an oral -
election, wnth or w1thout traverse if desnred after the at- .

torney has had time to consider the restriction require- -
ment. The examiner should arrange for a second tele-

phone call within a reasonable time, generally within
3 working days. If the attorney objects to maktng an oral

election, or fails to respond, the usual restriction letter
will be mailed, and this letter should contain reference to

the unsuccessful telephone call. Sece MPEP § 809 and
§ 809.02(a). When an oral election is made, the examiner
will then proceed to incorporate into the Office action a
formal restriction requirement including the date of the
election, the attorney’s name, and a complete record of
the telephone interview, followed by a complete action
on the elected claims including linking or generic clalms
if present.

‘Form Paragraphs 8.23 or 8.23.1 should be used to
make a telephone election of record.

% 823 Requirement, When Elected by Telephone

During a telephone conversation with [1] *>on< [2] a provisional
electionwasmade (3] traverse to prosecute the invention of [4), claim [5].
Affirmation of this election must be made by applicant in responding to
this Office action. Claim [6] withdrawn from further consideration by the
examiner, 37 CFR 1.142(b), as being drawn to a non—elected invention.

Examiner Note:
1. Inbracket3, insert “with” or “without”, whichever is applicable.
2. Inbracket 4, insert either the elected group or species.
3. An action on the merits of the claims should follow.

91 8.23.>0<l Requirement, No Election by Telephone

A telephone call was made to [1}on [2] to request an oral election to
the above restriction requirement, but did not result in an election being
made.

Examiner Note:

1.Inbracket 1,insert the nameof the >applicant or< attorney *>or
agent contacted<.

2, In bracket 2, insert the *>date(s) of the telephone contact(s)<.

3. This paragraph should be used in all instances where a telephone
election was attempted and *>applicant’s representative< did not or
would not make an election,

>4, This paragraph should not be used if no contact was made with
applicant’s representative or applicant.<

If on examination the examiner finds the elected
claims to be allowable and no traverse was made, the let-
ter should be written on PTOL 37 (Examiner’s Amend-
ment) and should include cancelation of the nonelected
claims, a statement that the prosecution is closed, and
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1 Oorrectlon of formal matters in the above—noted sxtua-” _

- tion. whlch cannot be handied by a telephone calland . -
thus requues action by the apphcant should be handled R

; under the Ex parte Quayle practtce, using ] PTOL—-326 S

Shouid the elected claims be found allowable in the_ =

- first action; and an oral traverse was noted theexaminer .

should mclude in his or her action-a statement underi e

MPEP § 821.01, makmg the restnctlon final and giving

applicant 1-month to either cancel ‘the nonelected - "

claims or take other appropnate action (37 CFR 1. 144).
Failure to take action will be treated as an authonzatton ,
to cancel the nonelected claims by an exammer’s amend-
ment and pass the case to issue. Prosecutxon of the ap-.
plication is otherwise closed.

In cither situation (traverse or no traverse), caution
should be exercised to determine if any of the allowed
claims are linking or generic claims before cancelmg the
nonelected claims.

Where the respective inventions are located in dlffer-
ent groups, the requirement for restriction should be
made only after consultation with and approval by all
groups involved. If an oral election would cause the ap-
plication to be examined in another group, the initiating
group should transfer the application with a signed mem-
orandum of the restriction requirement and a record of
the interview. The receiving group will incorporate the
substance of this memorandum in its official letter as in-
dicated above. Differences as to restriction should be
settled by the existing chain of command; e.g. superviso-
1y primary examiner or group director.

This practice is limited to use by examiners who have
at least negotiation authority. Other examiners must
have the prior approval of their supervisory primary ex-
aminer.

814 Indicate Exactly How Application Is To Be
Restricted

A. Species. The mode of indicating how to require
restriction between species is set forth in MPEP
§ 809.02(a).

As pointed out in Ex parte Ljungstrom, 1905 C.D. 541,
119 O.G. 2335, the particular limitations in the claims
and the reasons why such limitations are considered to
restrict the claims to a particular disclosed species should
be mentioned if necessary to make the requirement
clear.

Rev. 1, Sept. 1995



all of the: clalms m order to'determme what the clanns

‘cover. When domg this, the claims dlrected to each sepa- L
rate sub]ect should be- noted along wnth a statement of -

- the subject matter to which they are drawn.

 This i the best way to most clearly and preclsely mdl- -

cate to apphcant how the apphcatlon should be re-

stncted It consists'in 1dent1fy1ng each separate sub]ect -
amongstwhich festriction is requrred and groupmg each

claim with its subject.

The separate inventions should be ldentlfled by a. -
grouping of the claims with a short description of the to-

tal extent of the invention claimed in each group, specify-

ing the type or relationship of each group as by stating

the group is drawn to a process, or to a subcombination,
or to a product, etc., and should indicate the classifica-
tion or separate status of each group, as for example, by
class and subclass.

While every claim should be accounted for, the omis-
sion to group a claim, or placing a claim in the wrong
group will not affect the propriety of a final requirement
where the requirement is otherwise proper and the cor-
rect disposition of the omitted or erroneously grouped
claim is clear.

C. Linking claims. The generic or other linking claims
should not be associated with any one of the linked in-
ventions since such claims must be examined with any
one of the linked inventions that may be elected. This
fact should be clearly stated.

815 Make Requirement Complete

When making a requirement every effort should be
made to have the requirement complete. If some of the
claimed inventions are classifiable in another art unit
and the examiner has any doubt as to the proper line
among the same, the application should be referred to
the examiner of the other art unit for information on that
point and such examiner should render the necessary as-
sistance.

816 Give Reasons for Holding of
Independence or Distinctness [R—1]

The particular reasons relied on by the examiner for
holding that the inventions as claimed are either inde-
pendent or distinct, should be concisely stated. A mere
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bmatron thereof the exami

part

be' sumlarly treated and the reasons for the conclusxons =

.of distinctness of invention as clauned set forth

The separate inventions should be xdentlﬁed by a
grouping of the claims with a short descnptron of the to-
tal extent of the invention claimed in each group, specify-
ing the type or relatlonshlp of each group as by stating
the group is drawn to a process, or to subcombination, or
to product, etc., and shon.ld indicate the classification or
separate status of each group, as for example; by class
and subclass. See MPEP § 809.

Note Form Paragraph 8.13.

9 813 Distinctness (Heading)
The inventions are distinct, each from the other because®*:

*>Examiner Note<:
“*>This paragraph should be followed by one of < paragraphs 8.14
to **>8.20.02< to *>show< distinciness,

817 Outline of Letter for Restriction
Requirement Between Distinct
Inventions [R-1]

The statement in MPEP § 809.02 through § 809.02(d)
is adequate indication of the form of letter when election
of species is required.

No outline of a letter is given for other types of inde-
pendent inventions since they rarely occur.

The following outline of a letter for a requirement to
restrict is intended to cover every type of original restric-
tion requirement between related inventions including
those having linking claims.

OUTLINE OF LETTER

A. Statement of the requirement to restrict and that it is
being made under 35 U.S.C. 121

—Identify each group by Roman numeral

-List clainis in each group

—Check accuracy of numbering

800 - 44

I should pomt out the rea- .
- sonswhy he or she considers the subcombination tohave -~
.:'utlhty by itself or in other combm” ' ons, and ‘why he- or' S
- she considers that the combination as claimeddoesnot * -
" rely on the subcombmatlon as 1ts essentlal dlstmgmshmg' RRRRERE

Each other relatlonshlp of clarmed mventron should"_:'f. o




o —Pomt out cnuml clanms of different scope

: —Idennfy whether combmauon, subcombmatron,

e process, apparatus, or product
_=Classify ¢ each | group .

- —~Form. Paragraphs 808-8 11 should be used to"‘ f

group mvenuons )
9 8.08  Restriction, 2 G‘mupmgr

Restriction to one of tlrc followmg mvenuons is requlred under C

35USC. 121
1. Claim [1], deawn to [2}, classified in class [3], subclass [4],
18 aasrnﬁ],dtawnto[qmticdmclm[ﬂ,subclass[sj

9 809 Restriction, 3rd Grouping _
THL. Claim [1], deawn to [2], classified in class 3}, subclass [4].

q 810 Restriction, 4th Grouping
IV, Claim [1], drawn to [2}, classified in class [3], subclass [4].

q 811 Restriction, Additional Groupings
[1]. Claim [2], deawn to [3), classified in class [4], subclass [5].

>Examiner Note
In bracket 1, insert the appropriate roman numeral, e.g, —=V=—-,
==Vl==, efc.<

B. Take into account claims not grouped, indicating
their disposition.
-Linking claims

~Indicate — (make no action)

~Statement of groups to which linking claims may
be as signed for examination

—Other ungrouped claims.

—Indicate disposition e.g., previously nonelected,
nonstatutory, canceled, etc.

C. Allegation of distinctness

—Point out facts which show distinctness

-Treat the inventions as claimed, don’t merely state
your conclusion that inventions in fact are distinct

~(1) Subcombination - (Subcombination (dis-
closed) as usable together)

Each usable alone or in other identified combina-
tion

Demonstrate by examiner’s suggestion

-~(2) Combination —~ Subcombination

Combination as claimed does not require subcom-
bination

AND
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Demonstrateclmmedprodu: canbemadeby‘other

process (or apparatus) RPN NI

By examiner’s suggestron
OR

product (rare)

- D. Allegatron of reasons for msrstmg upon restrlctlon S

—Separate status in the- art
~Different classification -
—Same classification but recogmtron of drvergent
subject matter - : :
- =Divergent fields of search . :
~Search required for one group not requrred for .
the other ‘

E. Summary statement

—Summarize (1) distinctness and (2) reasons for

insisting upon restriction, if applicable.

—Include paragraph advising as to response re-
quired. :
~—Indicate effect of allowances of lmkmg clarms, if
any present.

—Indicate effect of cancellatlon or nonallowance of
evidence claims (see MPEP § 806.05(c)).

Form Paragraph 8.21 must be used at the conclusion
of each restriction requirement.

9 8.21 Conclusion of All Restriction Requirements

o8

Because these inventions are distinct for the reasonggiven above and
[#] restriction for examination purposes as indicated is proper.

Examiner Note:
>1.This paragraph must be added as a conclusion to all restriction
requirements employing any of form paragraphs 8.14 t0 8.20.02.<
>2.<In the bracket insert by writing one or more of the following
reasons:
*>a.< have acquired 2 separate status in the art as shown by the
different classification,
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Process of makmg (or apparatus) can produce other e




' recogmmd dwergent mbject matter,

*>e.< thesearchreqmredfor ‘>Mnm< [] lsnotrequu'ed fot

- *>invention< [}

" Form Paragraph 8. 23 >0<2 must be mcluded\‘m all" " .;; nere
restriction reqmrements for apphcatlons havmg ]omt in- " opi, ;'

ventors, .

9 823.50<2  Joint Inventors, Comctwuoflnveﬁmth o

Apphemtmrmndedtbatupoumecaneellamofclmmstea :

nen—clected invention, the inventorship must be amended in com-
pliance with 37 CFR 148(b)1foneormreofthecurrentlynamed
inventors is no longes an inventor of at least one claim remaining in the
application, Any amendment of inventorship must be accompanied by a
diligently ~filed petition under 37 CFR 1.48(b) and by the fee required
under 37 CFR 1.17(h).

Examiner Note:
This paragraph must be included in all restriction requirements for
applications having joint inventors.

818 Election and Response

Election is the designation of the particular one of
two or more disclosed inventions that will be prosecuted
in the application.

A response is the reply to each point raised by the ex-
aminer’s action, and may include a traverse or com-
pliance.

A traverse of a requirement to restrict is a statement
of the reasons upon which the applicant relies for his
conclusion that the requirement is in error.

To be complete, a response to a requirement which
merely specifies the linking claims need only include a
proper election.

Where a rejection or objection is included with a re-
striction requirement, applicant, besides making a prop-
er election must also distinctly and specifically point out
the supposed errors in the examiner’s rejection or objec-
tion. See 37 CFR 1.111.

818.01 Election Fixed by Action on Claims

Election becomes fixed when the claims in an ap-
plication have received an action on their merits by the
Office.

818.02 Election Other Than Express

Election may be made in other ways than expressly in
response to a requirement as set forth in MPEP
§ 818.02(a) and § 818.02(c).
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‘ | be treated as provnded in MPEP § 821 03 e
- 818.02(b) Generic Claims Only RS No

Election ol' Species o

Where only genenc claims. are first presented and

prosecuted in an application in which no election of a - -

single invention has been made, and applicant later pres-
enis species claims to more than one species of the inven-
tion, he or she must at that time indicate an election of a
single species. The practlee of requiring election of spe--
cies in cases with only generic claims of the unduly exten-

sive and burdensome search type is set forth in MPEP

§ 808.01(a).
818.02(c) By Optional Cancellation of Claims.

Where applicant is claiming two or more inventions
(which may be species or various types of related inven-
tions) and as a result of action on the claims, he or she
cancels the claims to one or more of such inventions,
leaving claims to one invention, and such claims are
acted upon by the examiner, the claimed invention thus
acted upon is elected.

818.03 Express Election and Traverse

37 CFR 1.143. Reconsideration of requirement.

If the applicant disagrees with the requirement for restriction, he may
request reconsideration and withdrawal or modification of the require-
ment, giving the reasons therefor (see § 1.111.) Inrequesting reconsider-
ation the applicant must indicate a provisional election of one invention
for prosecution, which invention shall be the one elected in the event the
requirement becomes final. The requirement for restriction will be
reconsidered on such arequest. Ifthe requirementisrepeated and made
final, theexaminer will atthesame time actonthe claims to the invention
elected.

Election in response to a requirement may be made
either with or without an accompanying traverse of the
requirement.
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RESTRICTION IN APPLICATIONS FILED UND R,35 UTS.C. 111 DOUBLE PATE

818 03(&) Response Must Be Complete

As shown by the first sentence of 37 CFR 1 143 the'

writing. The reply by the applicant or patent owner must

distinctly and specifically point out the supposed errors -
in the examiner’s action and must respond to every

ground of objection and rejection in the prior Office ac-
tion. . . . The applicant’s or patent owner’s reply must ap-
pear throughout to be a bona fide attempt to advance the
case to final action. .

Under this rule, the applicant is requlred to specifi-
cally point out the reasons on which he or she bases his or
her conclusions that a requirement to restrict is in error.
A mere broad allegation that the requirement is in error
does not comply with the requiremeht of 37 CFR § 1.111.

Thus the required provisional election (see MPEP

§ 818.03(b)) becomes an election without traverse.

818.03(b) Must Elect, Even When
Reguirement Is Traversed

As noted in the second sentence of 37 CFR 1.143, a
provisional election must be made even though the re-
quirement is traversed.

All requirements for restriction should include Form
Paragraph 8.22.

9 822 Requirement, Election, Mailed

Applicant is advised that the response to this requirement to be
complete must include an election of the invention to be examined even
though the requirement be traversed (37 CFR 1.143).

Exsminer Notes
This paragraph can be used in Office actions with or without an
action on the merits.

818.03(c) Must Traverse To Preserve Right of
Petition [R—1]

37 CFR 1.144. Petition from requirement for restriction.

After afinal requirement for restriction, the applicant, in addition to
making any response due on the remainder of the action, may petition
the Commissioner to review the requirement. Petition may be deferred
until after final action on or allowance of claims to the invention elected,
butmustbefilednot!ater than appeal. A petitionwill not be consideredif
reconsideration of the requirement was not requested. (See § 1.181.)
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_ If apphcant does not djstmctly and specnﬁcally pomt_{
out ‘supposed errors in’ the restriction requirement, the - S
" election should be treated as an election without traverse .~

traverse to a requirement must be complete as required and be so indicated to the appllcant by use of form para-

by 37 CFR 1. 111(b) which reads in part: “In order to be-

entitled to’ recnnslderatlon or further examination, the _
applicant or patent owner must make request therefor in Responsé o
Appllcant’selecnonof [l]mpapemo [2]18acknowledged Because o

_'graph8252 _ R SN

9 825.50<2 Blection thoi&ndvéiseaé&edanincomplaef .

appllcantdldnotdmtmctlyandspeaﬁcallypomtoutthesupposederrors :

in the restriction requirement, the election. has been treated as an i

election without traverse (MPEP >§< 818, 03(a))

818.03(d) ‘Traverse of Nonallowance of
Linking Claims

A traverse of the nonallowance of the linking claims
is not a traverse of the requirement to restrict; it is a tra-

“verse of a holding of nonallowance.

Election combined with a traverse of the nonallo-
wance of the linking claims only is an agreement with the
position taken by the Office that restriction is proper if
the linking—type claim is not allowable and improper if
they are allowable, If the Office allows such a claim, it is
bound to withdraw the requirement and to act on all -
linked inventions. But once all linking claims are can-
celed 37 CFR 1.144 would not apply, since the record
would be one of agreement as to the propriety of resiric-
tion.

Where, however, there is a traverse on the ground
that there is some relationship (other than and in addi-
tion to the linking —type claim) that also prevents restric-
tion, the merits of the requirement are contested and not
admitted. Assume a particular situation of process and
product made where the claim held linking is a claim to
product limited by the process of making it. The traverse
may set forth particular reasons justifying the conclusion
that restriction is improper since the process necessarily
makes the product and that there is no other present
known process by which the product can be made. If re-
striction is made final in spite of such traverse, the right
to petition is preserved even though all linking claims are
canceled.

818.03(e) Applicant Must Make Own
Election

Applicant must make his or her own election. The ex-
aminer will not make the election for the applicant,
37 CFR 1.142, 37 CFR 1.143, second sentence.
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819 omceGerauynoe NtPermit -

The general pohcy of the Office is not to penmt the B

apphcant to shift to claiming another rnvenuon after an

election is once made and action given on the elected
subject matter. When claims are presented which theex-
aminer holds are drawn to an invention other than the
one elected, he orshe should treat the clarms as outhned B

in MPEP § 821. 03.
Where the mventrons are distinct and of such a na-

ture that the Office compels restriction, an electionisnot

waived even though the examiner gives action upon the
patentability of the claims to the nonelected invention,
Ex parte Loewenbach, 1904 C.D. 170, 110 O.G. 857
(Comm’r Pats 1904); and In re Waugh, 1943 C.D. 411,
553 0.G. 3 (CCPA 1943)

819.01 Office May Waive Election and Permit
Shife

While applicant, as a matter of right, may not shift
from claiming one invention to claiming another, the Of-
fice is not precluded from permitting a shift. It may do so
where the shift results in no additional work or expense,
and particularly where the shift reduces work as by sim-
plifying the issues: Ex parte Heritage Pat. No. 2,375,414
decided January 26, 1944. If the examiner has accepted
a shift from claiming one invention to claiming another,
the case is not abandoned: Meden v. Curtis, 1905
C.D.272, 117 0.G. 1795 (Comm’r Pats 1905).

820 Net an Election; Permissible Shift

Where the Office rejects on the ground that the pro-
cess is obvious, the only invention being in the product
made, presenting claims to the product is not a shift:
Ex parte Trevette, 1901 C.D. 170, 97 O.G. 1173.

Product elected — no shift where examiner holds in-
vention to be in process: Ex parte Grier, 1923 C.D. 27,309
0.G. 223.

Genus allowed, applicant may prosecute a reason-
able number of additional species thereunder, in accor-
dance with 37 CFR 1.141, this not constituting a shift:
Ex parte Sharp et al., Patent No. 2,232,739,
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820 01 Old"Combination Claimed - Notan i

Election el

Where an apphcatlon ongmally presents clarms (1) a : '

* combination (AB), the examiner- holdmg the. novelty, if .
- any, 10 resrde in the subcombmatron (B), per se,only = -
*(see MPEP § 806. 05(b)), and these claims are rejected, ¢
- subsequently presented claims to subcombination (B)of = -

the originally claimed combination should ot be re- -

~ jected on the ground of previous electron of the com- -

bination, nor should thrs re]ectlon be apphed to ‘such”

“combination claims if they are reasserted, Ex parte Don-

nell, 1923 C.D. 54. Final rejectlon of the reasserted old
combination claims is the action that should be taken.
The combination and subcombmatron as defined by the
claims under this special situation are not for distinct in-
ventions. (See MPEP § 806. 05(c) ) See also MPEP
§ 706.03(j).

820.02 Interference Issues — Notan Eleetion

Where an interference is instituted prior to an appli-
cant’s election, the subject matter of the interference is-
sues is not elected. An applicant may, after the termina-
tion of the interference, elect any one of the inventions
claimed.

821 Treatment of Claims Held to be Drawn to
Nonelected Inventions

Claims held to be drawn to nonelected inventions, in-
cluding claims to nonelected species, are treated as indi-
cated in MPEP § 821.01 through § 821.03.

The propriety of a requirement to restrict, if tra-
versed, is reviewable by petition under 37 CFR 1.144, In
re Hengehold, 169 USPQ 473 (CCPA 1971).

All claims that the examiner holds as not being di-
rected to the elected subject matter should be withdrawn
from further consideration by the examiner as set forth
in MPEP § 809.02(c) and § 821.01 through § 821.03. As
to one or more of such claims the applicant may traverse
the examiner’s holding that they are not directed to the
elected subject matter. The propriety of this holding, if
traversed, is appealable. Thus, if the examiner adheres
to his or her position after such traverse, he or she should
reject the claims to which the traverse applies on the
ground that they are not directed to the elected subject
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able-on: - the. eleeted"”mventlon and_ the exanilner,~ _
agrees, the metes and. bounds of the cla:m(s) cannot

 readily ascertained, rendenng the claim(s) vague and in-

. definite w:thm the meamng of 35 USC 112, second ._,f

paragraph. -
821 01 After Ehction With 'll'averse [R— 1]

Where the mmal requu'ement is traversed it should |

| be reconsidered. If, upon teconsnderatlon, the examiner

is still of the opinion that restriction is proper, it should .

be repeated and made final in the next Office action.
(See MPEP § 803.01.) In doing so, the examiner should
reply to the reasons or arguments advanced by applicant
in the traverse. Form Paragraph 8.25 should be used to
make a restriction requirement final.

4 825 Answerto Arguments With Traverse

Applicant’s election with traverse of [1) in paper no. [2] is acknowi-
edged. The traversal is on the ground(s) that [3). This is s not found
persuasive because [3].

The requirement is still deemed to be proper and is therefore made
FINAL.

Exgminer Notes

1. In bracket 1, insert the invention elected.

2, In bracket 3, insert in summary form, the ground>(8)< on which
traversal is baged. ‘

3. In bracket 4, ingert the reasons why the traversal wasnot found to
be perauasive,

If the examiner, upon reconsideration, is of the opin-
ion that the requirement for restriction is improper, he
or she should state in the next Office action that the re-
quirement for restriction is withdrawn and give an action
on all the claims.

If the requirement is repeated and made final, in that
and in each subsequent action, the claims to the non-
elected invention should be treated by using Form Para-
graph 8.05.

9 8.05 Claims Stand Withdrawn With Traverse

Claim [1] withdrawn from further consideration by the examiner,
37 CFR 1.142(b), as being drawn to a non ~elected [2], the requirement
having been traversed in paper no. [3}.

Examiner Note:
In bracket 2, ingert “invention” or “species”.

This will show that applicant has retained the right to
petition from the requirement under 37 CFR 1.144 (see
MPEP § 818.03(c).)

“s.z4.,__ SR
9 824 Respanse to a hnal Must Include C'ancellauon

' appropnate action (37 CFR 1. 144) MPEP >§< 821, 01

appropnateactie_ (37 CFR 144).

This application conmms clalm 51} drawn to an mventwn non-",‘;j o
elected with traverse in paper no. 2. Acamplete response to the final =
rejection must include cancellation of non~elected claims_or ot.her‘_ -

ExaminerNote ‘ S e T

For use in FINAL rejections of apphcauons contammg clalm(s) S
non—elected with traverse. R S

Where a response to a final actlon has otherwnse o
placed the application in condition for.allowance, the
failure to cancel claims drawn to the nonelected inven-
tion or to take appropriate action will be construed as au-
thorization to cancel these claims by examiner’s amend-
ment and pass the case to issue after the explratnon ofthe .
period for response.

Note that the petition under 37 CFR 1.144 must be . .
filed not later than appeal. This is construed to mean ap- . -
peal to the Board of Patent Appeals and Interferences If
the case is ready for allowance after appeal and no peti-
tion has been filed, the examiner should simply cancel
the nonelected claims by examiner’s amendment, calling
attention to the provisions of 37 CFR 1.144.

821.02 After Election Without
Traverse [R—1]

Where the initial requirement is not traversed, if ad-
hered to, appropriate action should be given on the
elected claims and the claims to the nonelected inven-
tion should be treated by using Form Paragraph 8.06.

9 806 Claims Stand Withdrawn Without Traverse

Claim [1] withdrawn from further consideration by the examiner,
37 CFR 1.142(b) as being drawn to a nonelected [2). Election was made
without traverse in paper no. [3).

Esaminer Note:
In bracket 2, insert “invention™ or “species”.
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wise ready for nssue,'
tion, including nonelected specm, may be ;
an examiner’s amendment and the case passed forissue.

The exammer’s amendment should mclude Form Para-;

graph 8.07. s | S

9 807 RaadyforAﬂmvanceW‘uhammm e
mwapphcamumwmdmforallawameemptfmmmm

been cancelied.

Examiner Nete:
mmzimdm“mmm”

82103 Claims for Different Invention Added
After an Office Action [R~1]

or “>a< gpecies”.

Claims added by amendment following action by the -

examiner, MPEP § 818.01, § 818.02(a), to an invention

other than previously claimed, should be treated asindi-

cated by 37 CFR 1.145.

37 CFR L145. Subsequent presentation. of claims for different
invention.

If, after an office action on an application, the applicant presents
claims directed o an invention distinct from and independent of the
inventionpreviouslyclaimed, the applicantwillberequiredtorestrictthe
claims to the invention previously claimed if the amendment is entered,
subject to reconsideration and review asprovidedin §§ 1.143 and 1.144.

The action should include Form Paragraph 8.04.

4§ 804 Election by Original Presentation

Newly submitted claim (1] directed to an invention that is indepen-
dent or distinct from the invention ongmally claimed for the following
reasons: [2].

Since applicanthasreceived anactionon the meritsfor the originally
presentedinvention, this invention hasbeen constructivelyelected
by original presentation for prosecution on the merits. Accordingly,
claim [3] withdrawn from consideration as being directed to a non—
clected invention, See 37 CFR 1.142(b) and MPEP >§< §21.03.

Of course, a complete action on all claims to the
elected invention should be given.

Note that the above practice is intended to have no
effect on the practice stated in MPEP § 2303,

An amendment canceling all claims drawn to the
elected invention and presenting only claims drawn to

Rev. 1, Sept. 1995

" response, NO EXTENSION OF THIS TIM]
g GRANTBDUNDEREmmRncm: 136(s)

of claim [1] to [2] nonelected without traverse. Accordingly, elann Bl ”mzmmumof‘>Slx< MONTHS

822 Claims to Tnventions That Are Not

 Distinet in Plural Applications of Same
Inventive Entity [R—l] =

The treatment of plural apphcatlons of the same in- S jz'-, '-'ﬁk '
ventwe entity, none. of which has become a patent, ls co
treated in 37 CFR 1 78(b) as follows PO

(b) Where two or more apphcatmns filed by the same applwant

- contain conflicting clauns, elimination of such claims from all bit one

application may be required mthenbsenceofgoodandsufﬁaentreawn' '
for their retention during pendency in more than one application.

See MPEP § 304 for conflicting subject matter in two
applications, same inventive entity, one assigned.

See MPEP § 305 and § 804.03 for conflicting subject
matter, different inventors, common ownershlp ,

See MPEP § 706.03(k) for rejection of one claim . =
on another in the same application, ‘

See MPEP § 706.03(w) and § 706. 07(b) for res
Jjudicata.

See MPEP § 709.01 for one appllcatlon in mterfer-
ence. '

See MPEP § 806.04(h) to § 806. 04(]) for specles
and genus in separate applications.

Wherever appropriate, such conflicting applications
should be joined. This is particularly true, where the two
or more applications are due to, and consonant with, a
requirement to restrict which the examiner now consid- |
ers to be improper.

Form Paragraph 8.29 should be used when the con-
flicting claims are identical or conceded by applicant to
be not patentably distinct.




lappmg clamw in apphcatums oopcndmg before the ex:

Under 37 CFR. 1 78(b), the practwe relatwe to aver-"'

-~ aminer (and not the result of and consonant with are-

' quuenwnttorestmt,fmwhwhseeMPEP%M.Ol),was z

follows:

Where claims in one appllcatlon are unpatentable

over claims of another apphcatxon of the same inventive

entity because they recite the same invention, a com- ]
plete examination should be made of the claims of each

application and all appropriate rejections should be en-

tered in each- application, including rejections based
upon prior art. The claims of each application may also

be rejected on the grounds of provisional double patenting

on the claims of the other application whether or not any

claims avoid the prior art. Where appropriate, the same
prior art may be relied upon in each of the applications.

*apphcatlon to nssue :

-plication as a- “provisional” double patentmg rejectton" )
- whichwill be converted into a dot ble pate tmg rejectlon_ .
B when the one apphcatlon lssues as a pat

- mventxon under the Patent Cooperatton Tre: ty

a patent. The‘ ekammer should'*
‘maintain’ the double patenting re]ectlon in the other ap- -

823 Unity of Invention Under the'Patent
Cooperation 'n'eaty 3

See Chapter 1800 for a detaxled dtscussmn of 'umty (1}
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