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401 Patent and Trademark Office Cannot Aid
in Selection of Attorney

37 CFR L31. Applicants may be represented by a registered
attomey or agent.

An applicant for patent may file and prosecute his or her own case, or
he or she may be represented by a registered attomey, registered agent,
or other individual authorized to practice before the Pateat and
Trademark Office in patent cases. See §§ 10.6 and 10.9 of this
subchapter, The Patent and Trademark Office cannotaid inthe selection
of a registered attorney or agent.
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If patentable subject matter appears to be dlSClOSCd m

of patent apphcatlons, the examiner may suggest to the

" applicant that it may be desirable to employ a registered

patent attorney or agent, It is suggested that Form Para-
graph 17.01 be incorporated in an Office action if the use
of an attorney or agent is considered desirable and if pat- -
entable subject matter exists in the application.

% 17.01 Employ Services of Attomey or Agent

Anexamination of this applicationreveals thatapplicant isunfamiliar
withpatent prosecuting procedure, While aninventor may prosecute the
application, lack of skill in this field usually acts as a liability in affording
the maximum protection for the invention disclosed. Applicant is
advised to secure the services of a vegistered patent attorney or agent to
prosecute the application, since the value of a patentislargely dependent
upon skillful preparation and prosecution. The Office cannot aid in
selecting an attorney or agent.

Applicant is advised of the availability of the publication “Attorneys
and Agents Registered to Practice Before the U.S. Patent and Trademark
Office.” This publicationis forsale by the Superintendent of Documents,
U.S. Government Printing Office, Washington, D.C. 20402,

Examiner Note:

The examiner should not suggest that applicant employ an attorney
or agent if the application appears to contain no patentable subject
matter,

402 Power of Attorney

37 CFR 1.34. Recognition for representation.

(a) When a registered attorney or agent acting in a representative
capacity appears in person or signs a paper in practice before the Patent
and Trademark Office ina patent case, his or her personal appearance or
signature shall constitute a representation to the Patent and Trademark
Office that under the provisions of this Subchapter and the law, he orshe
is authorized to represent the particutar party in whose behalf he orshe
acts.Infilingsucha paper, theregistered attorney or agent shouldspecify
hisor her registration numberwith his or her signature. Further proof of
authority to act in a representative capacity may be required.

(b) When an attorney or agent shall have filed his or her power of
attorney, or authorization, duly executed by the person or persons
entitled to prosecute an application or a patent involved in a reexamina-
tion proceeding, he or she is a principal attorney of record in the case. A
principal attorney or agent, so appointed, may appoint an associate
attorney or agerit who shall also then be of record.

The Patent and Trademark Office will continue to give
effect to powers of attorney and authorizations of agent
naming firms filed, in patent applications before July 2,
1971, and in all divisions and continuations thereof not
requiring execution by the applicant. Powers of attorney
or authorizations of agent naming firms of attorneys or
agents filed in patent applications after July 2, 1971, will
not be recognized. However, the Patent and Trademark
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Office will construe any such powers or authorizations

filed after July 2, 1971, as a direction to consider the ad-
dress of the firm as the correspondence address for the
application,

The privilege afforded by 37 CFR 1.34(a) as to recog-
nition of registered attorneys and agents not of record
will apply to all applications and reexamination proceed-
ings whether filed before or after july 2, 1971. Attention
is called to the replacement of 37 CFR 1.34(a) that a
paper filed by a registered patent attorney or agent in an
application in which he or she is not of record should
include both his or her signature and number.

Powers of attorney and authorizations of agent under
37 CFR 1.34(b) naming one or more registered individuals
may be made,

Acceptance of papers filed in patent applications and
reexamination proceedings by registered attorneys and
agents upon a representation that the attorney or agent
is authorized to act in a representative capacity is for the
purpose of facilitating responses on behalf of applicants
in patent applications and, further, to obviate the need
for filing powers of attorney or authorizations of agent in
individual applications or patents when there has been a
change in composition of law firms or corporate patent
staffs. Interviews with a registered attorney or agent not
of record will, in view of 35 U.S.C. 122, be conducted only
on the basis of information and files supplied by the at-
torney or agent. A person acting in a representative
capacity may not sign a power of attorney or a document
granting access to an application.

Usually a power of attorney is made a part of the
application oath or declaration. In order that this power
may be valid, the attorney or agent appointed must be
registered. A power of attorney or authorization given to
a registered Canadian patent agent, to be valid, must be
given by the applicants, all of whom are located in Cana-
da. See 37 CFR 10.6(c).

When an application for patent it filed accompanied
by a power of attorney or authorization of agent to a per-
son not registered to practice beforc the United States
Patent and Trademark Office, the Application Division
will send the official filing receipt directly to the
applicant, together with an explanatory letter. A copy of
the letter will be sent to the person named in the power
or authorization and a copy placed in the file without be-
ing given a paper number. The name of the unregistered
person will not be placed on the face of the file, and the
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examiner will communicate »only with the - applicant
directly unless and until the applicant appoints a recog-

- nized practitioner. An associate power of attorney or

authorization from the unregistered person will not be
recognized or accepted. ' '

In the event of a need to file a change in the power of
attorney in a plurality of applications or patents of a
common assignee or inventive entity, a single, original
paper may be used provided that a reproduction of this
original paper is supplied in each of the affected applica-
tions oi paicnis. The copy of the original paper must
identify in which application or patent the original paper
is located and authorize the public to inspect and copy
the original paper in the event one of the applications
containing a copy matures into or is a patent, and the
application containing the original paper is pending or
has become abandoned. See MPEP § 601.03. For a rep-
resentative of a requester of reexamination see MPEP
§ 2213,

37 CFR 10.18. Signature and certificate of practitioner.

(a) Every paper filed by a practitioner representingan applicant or
party to a proceeding in the Office must bear the signature of, and be
personally signed by, such practitioner, except those papers which are
required to be signed by the applicant or party. The signature of
practitioner to a paper filed by him or her, constitutes a certificate that:

(1) The paper has been read by the practitioner;

(2) The paper’s filing is authorized;

(3) To the best of his or her knowledge, information, and belief,
there is good ground to support the paper, including any allegation of
improper conduct contained or alleged therein; and

(4) Itis not interposed for delay.

(b) Any practitioner knowingly violating the provisions of this
section is subject to disciplinary action. See § 10.23(c)(15).

37 CFR 10.18 emphasizes every paper filed by a prac-
titioner must be personally signed by the practitioner ex-
cept those required to be signed by the applicant, and
that there must be a reasonable basis to support every
allegation of improper conduct made by a registered
practitioner in any Office proceeding. Although 37 CFR
10.18 is limited to papers filed in Office proceedings, this
is not intended to imply that disciplinary action never
will be taken against a registered practitioner under
37 CFR 10.23(c)(18) and 10.131 for a groundless allega-
tion of improper conduct in a court proceeding.

37 CFR 10.11. Removing names from registers.

(a) Registered attorneys and agents shall notify the Director of any
change of address. Any notification to the Director of any change of
address shall be separate from any notice of change of address filed in
individual applications.
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(b) Aletter maybe addressed to any individual on the register, atthe
addressof which separate notice waslast received by the Director, for the
purpose of ascertainingwhether such individual desires toremain on the
register. The name of any. individual failing to reply and give any
information requested by the Director within a time limit specified will
be removed from the regisier and names of individuals so removed wilt
be published in the Official Gazette. The name of any individual so
removed may be reinstated on the register as may be appropriate and
upon payment of the fee set forth in § 1.21(a)(3) of this subchapter.

See also MPEP § 1702.
402.01 Exceptions as to Registration

37 CFR 10.9. Limited recognition in patent cases.

{a) Anyindividual not registered under § 10.6 may, upon ashowing
of circumstances which render it necessary or justifiable, be given limited
recognition by the Director to prosecute as attorney or agent a specified
application or specified applications, but limited recognition under this
paragraph shall not extend further than the application or applications
specified.

(b} Whenregistration of a resident alien under paragraphs (a) or (b)
of § 10.6 is not appropriate, the resident alien may be given limited
recognition as may be appropriate under paragraph (a) of this section.

Sometimes in a joint application one of the co—inven-
tors gives to the other the power of attorney in the case.
Such power will be recognized even though the one to
whom it is given is not registered.

If a request for special recognition accompanies the
application, the Application Division will forward the
file to the Director of Enrollment and Discipline.

402.02 Appointment of Associate Attorney or
Agent

The principal attorney or agent may appoint an as-
sociate attorney or agent as provided in 37 CFR 1.34.
The associate attorney may not appoint another attor-
ney. See also MPEP § 406.

402.05 Revocation

37 CFR 1.36. Revocation of power of attorney or authorization;

withdrawal of attorney or agent.

A power of attoraey or authorization of agent may be revoked at any
stage in the proceedings of a case, and an attorney or ageat may
withdraw, upon application to and approval by the Cornmissioner. An
attorney or agent, except an associate attorney or agent whose address is
the same as that of the principal attorney or agent, will be notified of the
revocation of the power of attorney or authorization, and the applicant
or patent owner will be notified of the withdrawal of the attorney or
agent. An assignment will not itself operate as a revocation of a power or
authorization previously given, but the assignee of the entire interest
may revoke previous powers and be represented by an attorney or agent

400 ~ 3

402.06

of the -assignee’s own selection. See § 1.613(d) for withdrawal of an -
attorney or agent of record in an interference:

Upon revocation of the power of attorney, appropri-
ate notification is sent by the clerk of the examining
group. :

Revocation of the power of the principal attorney re-
vokes powers granted by him or her to other attorneys.

Revocation of the power of attorney becomes effec-
tive on the date that the revocation is RECEIVED
in the Office (in contradistinction to the date of
ACCEPTANCE).

402.06 Attorney or Agent Withdraws [R—2]

See 37 CFR 1.36 in MPEP § 402.05. See also 37 CFR
10.40. .

In the event that a notice of withdrawal is filed by the
attorney or agent of record, the file will be forwarded to
the Group Director of the examining group where the
application is assigned where appropriate procedure will
be followed pertaining to the withdrawal. The withdraw-
al is effective when approved rather than when received.

To expedite the handling of requests for permission to
withdraw as attorney, under 37 CFR 1.36, **>Form
PTO/SB/83 may be used. < Because the Office does not
recognize law firms, each attorney of record must sign
the nctice of withdrawal, or the notice of withdrawal
must contain a clear indication of one attorney signing
on behalf of another.

The Commissioner of Patents and Trademarks usually re-
quires that there be at least 30 days between approval of with-
drawal and the later of the expiration date of a time response
period or the expiration date of the period which can be ob-
tained by a petition and fee for extension of time under
37 CFR 1.136(a). This is so that the applicant will have suffi-
cient time to obtain other representation or take other action.
If a period has been set for response and the period may be
extended without a showing of cause pursuant to 37 CFR
1.136(a) by filing a petition for extension of time and fee, the
practitioner will not be required to seek such extension of
time for withdrawal to be approved. In such a situation, how-
ever, withdrawal will not be approved unless at least 30 days
would remain between the date of approval and the last date
on which such a petition for extension of time and fee could
propetly be filed.

For withdrawal during reexamination proceedings,
see MPEP § 2223.
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402.06

Patent and Trademark O

REQUEST FOR WITHDRAWAL AS ATTORNEY

PTO/SB/ 83 (1-96)

Appm;gd k’{; uge thfo 3/31/86. OMB 0651-0035

TMENT OF COMMERCE
Doeket Number (Optional)

Washington, DC 20231

Al T

Signature of attorney/agent representing the
withdrawing practitioners

Typed or printed name and registration number

In re Application of

Appilcation Number

Flied

Group Art Unit Examiner

To: Assistant Commissioner for Patents

The following attormey(s) or agent(s) apply to withdraw in the above identified application:
(give name(g) and registration number(s))

I.D The correspondence address is NOT affected by this withdrawal.

2u..sChange the correspondence address and direct all future correspondence to:

Date:

Address:

NOTE: Withdrawal s effective when approved rather thun when received, Unless there are at least 30 days between

approval of withdrawal and the expiration date of a time period for response or possible extension period,
the request to withdrow (2 normally disapproved.

Houz tawm 8 form 11 18 ¢ “”“"‘““’""’““k?.é", %s oo 'mm vﬁiu"d dope'%:\% mhle ds of (ho ’%1 o ‘gdua-l'
e tent
e e ount of Yne )t 38 (SPIIEND Same gg Bigpnation a
mmzﬁﬂm Gonfimmcﬂar for Pn?onw Washington &a TO HISA D sg %rb
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402.07 Assignee Can Revoke Power of Attorney
of Applicant

The assignee of record of the entire interest can re-
voke the power of attorney of the applicant unless an
“irrevocable” right to prosecute the case had been given
as in some government owned applications.

37 CFR 3.71. Prosecution by assignee.

The assignee of record of the entire right, title, and interest in an
application for patentisentitled to conduct the prosecutionof the patent
application to the exclusion of the named inventor or previous assignee.
The assignee of a registered trademark or a trademark for which an
application to register has been filed is entitled to conduct the
prosccution of the trademark application or registration to the exciusion
of the original applicant or previous assignee.

See 37 CFR 1.36 in MPEP § 402.05.

A power of attorney by the assignee of the entire in-
terest revokes all powers given by the applicant and
prior assignees if the assignee establishes their right to
take action as provided in 37 CFR 3.73(b). See MPEP
§ 324. Ordinarily, the applicant will still have access to
the application (MPEP § 106).

402.08 Application in Interference

While an application is involved in interference, no
power of attorney of any kind should be entered in such
application by the clerk of the group.

If a power of attorney or revocation is received for an
application which is in interference, it should be for-
warded to the Interference Service Branch because all
parties to the interference must be notified.

402.09 International Application

37 CFR 1.455. Representation in intemnational applications.

(a) Applicants of international applications may be represented by
attorneys or agents registered to practice before the Patent and
Trademark Office or by an applicant appointed as acommon representa-
tive (PCT Art. 49, Rules 4.8 and 90 and § 10.10). If applicants have not
appointed an attorney or agent or one of the applicants to represent
them, and there is more thaa one applicant, the applicant first named in
the request and who isentitled tofile in the U.S. Receiving Office shallbe
considered to be the common representative of all the applicants. An
attorney or agent having the right to practice before anational office with
which an international application is filed and for which the United
States is an International Searching Authority or International Prelimi-
nary Examining Authiotity may be appointed to represent the applicants
in the international application before that authority. An attorney or
agent may appoint a0 associate attorney or agent who shall also then be

400~ §
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of record (PCT Rule 90 1(d)). The appomtment of an attorneyor agent,
or of a common representative, revokes any earlier appomtment unless

_otherwise indicated (PCT Rule 90.6(b) and (c)):

(b) Appointment of an agent, attorney, or common representative
(PCTRule 4.8) must be effected either in the Request form, signed by all
applicants, or in a separate power of attorney submitted either to the
United States Receiving Office or to the International Bureau.

(c) Powers of attorney and revocation thereof should be submitted
to the United States Receiving Office until the issuance of the
international search report.

(d) The addressee for correspondence willbe as mdlcated inSection
108 of the Administrative Instructions.

For representation in international applications, see
MPEP § 1807.

402.10 Appointment/Revocation by Less Than
All Applicants or Owners

Papers giving or revoking a power of attorney in an ap-
plication generally require signature by all the applicants
or owners of the application. Papers revoking a power of
attorney in an application (or giving a power of attorney)
will not be accepted by the Office when signed by less
than all of the applicants or owners of the application un-
less they are accompanied by a petition and fee under
37 CFR 1.182 giving good and sufficient reasons as to
why such papers should be accepted. The petition should
be directed to the Office of Petitions. The acceptance of
such papers by petition under 37 CFR 1.182 will result in
more than one attorney, agent, applicant, or owner
prosecuting the application at the same time. Therefore,
each of these parties must sign all subsequent responses
submitted to the Office. See In re Goldstein, 16 USPQ2d
1963 (Dep. Assist. Comm’r Pat. 1988). In applications
accepted under 37 CFR 1.47, such a petition under
37 CFR 1.182 submitted by a previously nonsigning in-
ventor who has now joined in the application will not be
granted. See MPEP  § 409.03(i). Upon accepting papers
appointing and/or revoking a power of attorney that are
signed by less than all of the applicants or owners, the Of-
fice will indicate to applicants who must sign subsequent
responses. An indication will be placed on the file wrap-
per as to the number of signatures necessary for accept-
ing subsequent responses and the paper number(s)
where the split powers of attorney appear. Dual corre-
spondence will still not be permitted. Accordingly, when
the acceptance of such papers results in an attorney or
agent and at least one applicant or owner prosecuting the
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application, correspondence will be mailed to the attor-
ney or agent. When the acceptance of such papers results
in more than one attorney or agent prosecuting the ap-
plication, the correspondence address will continue to be
that of the attorney or agent first named in the applica-
tion, unless all parties agree. Each attorney or agent sign-
ing subsequent papers must indicate whom he or she rep-
resents.

The following are examples of who must sign re-
sponses when there is more than one person responsible
for prosecuting the application:

(a) If co—inventor A has given a power of attorney
and co—inventor B has not, responses must be signed by
the attorney of A and by co—inventor B.

(b)¥f co~inventors A and B have each appointed
their own attorney, responses must be signed by both at-
torneys.

403 Correspondence — With Whom
Held [R—1]

37 CFR 1.33. Correspondenice respecting patent applications, re-
examination proceedings, and other proceedings.

{a) The residence and post office address of the applicant must
appear in the cath or declaration if not stated elsewhere in the
application. The applicant may also specify and an attorney or agent of
record may specify a correspondence address to which communications
about the application are to be directed, Alf notices, official letters, and
other communications in the case will be directed to the correspondence
address or, if nosuch correspondence address is specified, toan attorney
or agentof record (sce § 1.34(b)), or, if no attorney or agent is of record,
to the applicant, or to any assignee of record of the entire interest if the
applicant or suck assignee so requests, or to an assignee of an undivided
part if the applicaat so requests, at the post office address of which the
Office has been notified in the case. Amendments and other papers filed
inthe application mustbesigned: (1) By the applicant, or (2) if thereisan
assigneeof record of an undivided part interest, by the applicant andsuch
assignee, or (3) if there is an assignee of record of the entire interest, by
such assignee, or (4) by an attorney or agent of record, or {5) by a
registered attorney or agent not of record who acts in a representative
capacity under the provisions of § 1.34(a). Double correspondence with
an applicant and his attorney or agent, or with more than one attorney or
agent, will not be undertaken, If more than one attorney or agent be
made of record and a correspondence address has not been specified,
correspondence will be held with the one last made of record,

(b) Anapplicantwho hasnot made of record a registered attorney or
agent may be required to state whether he received agsistance in the
preparation or prosecution of his application, for which any compensa-
tion or considerationwas given or charged, and if so, todisclose the name
or names of the person or pefsons providing such assistance. This
includes the preparation for the applicant of the specification and
amendments or &ther papers to be filed in the Patent and Trademark
Office, as well as other agsistance in such matters, but does not include
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merely making drawings by draftsmen or stenographic services in tiping

papers. S ‘
(c) Al notices, official letters, and other commiunications for the

" patentowner orownersin areexamination proceeding will be directed to

the attorney or agent of record (see § 1.34(b)) in the patent file at the
address listed on the register of patent attorneys and agents maintained
pursuant to §§ 10.5 and 10.11 or, if no atterney or agent is of record, to
the patent owner or owners at the address or addresses of record.
Amendments and other papers filed in a reexamination proceeding on
behalfof the patent owner must be signed by the patentowner, orif there
is more than one owner by all the owners, or by an attorney or agent of
recordin the patentfile, or by aregistered attorney or agent not of record
who acts in a representative capacity under the provisions of § 1.34(a).
Double correspondence with the patent owner or owners and the patent
owner’s attorney or agent, or with more than one attorney or agent, will
not be undertaken. If more than one attorney or agent is of record and a
correspondence address has not been specified, correspondence will be
held with the last attorney or agent made of record.

(d) A “correspondence address” or change thereto maybe filed with
the Patent and Trademark Office during the enforceable life of the
patent. The “correspondence address” will be used in any correspon-
dence relating to maintenance fees unless a separate “fee address” has
beenspecified. See § 1.363 for “fee address” used solely for maintenance
fee purposes.

37 CFR 1.33(a) provides for an applicant to supply an
address to receive correspondence from the Patent and
Trademark Office in addition to his or her residence ad-
dress, so that the Patent and Trademark Office may
direct mail to any address of applicant’s selection, such
as a corporate patent department, a firm of attorneys or
agents, or an individual attorney, agent, or other person.

37 CFR 1.33 states that when an attorney has been
duly appointed to prosecute an application correspon-
dence will be held with the attorney unless some other
correspondence address has been given. Double corre-
spondence with an applicant and his or her attorney, or
with two representatives, will not be undertaken. See
MPEP § 403.01, § 403.02, and § 714.01(d).

If double correspondence is attempted, Form Para-
graph 4.01 should be included in the next Office action.

9 4.01 Dual Correspondence

Applicant has appointed an attorney or agent to conduct all business
before the Patent and Trademark Office. Double correspondence with
an applicant and applicant’s attorney or agent will not be undertaken,
Accordingly, applicant is required to conduct alt future correspondence
with this Office through the attorney oragent of record, See 37 CFR 1.33.

> Examiner Note:

1. Thefirsttimearesponse isreceived directly fromapplicant, include
this paragraph in the Office action and send a copy of the action to the
applicant. See MPEP § 403 and § 714.01.

2.8hould applicant file additional responses, do not send copies of
subsequent Office actions to the applicant.
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3.Status letters from the applicant may be acknowledged in isolated
instances. < '

In a joint application with no attorney or agent, the ap-
plicant whose name first appears in the papers receives
the correspondence, unless other instructions are given.
All applicants must sign the responses. See MPEP
§ 714.01(a). If the assignee of the entire interest is prose-
cuting the application (MPEP § 402.07), the assignee
may specify a correspondence address.

37 CFR 1.33(c) relates to which address communica-
tions for the patent owner will be sent in reexamination
proceedings. See also MPEP § 2224.

Powers of attorney to firms filed in executed applica-
tions filed after July 2, 1971, are not recognized by the
Patent and Trademark Office. However, the firm’s ad-
dress will be considered to be the correspondence ad-
dress. The address should appear as follows:

John Doe (inventor)

In care of Able, Baker, and Charlie (firm)
1234 Jefferson Davis Highway

Arlington, Virginia 22202

See MPEP § 601.03.

PATENT APPLICATION FILED WITHOUT
CORRESPONDENCE ADDRESS

Effective February 27, 1983, in accordance with the
provisions of 35 U.S.C. 111 and 37 CFR 1.53(b), a fil-
ing date is granted to an application for patent, which
includes at feast a specification containing a descrip-
tion pursuant to 37 CFR 1.71 and at least one claim
pursuant to 37 CFR 1.75, and any drawing referred to
in the specification or required by 37 CFR 1.81(a),
which is filed in the Patent and Trademark Office and
which names the actual inventor or inventors pur-
suant to 37 CFR 1.41(a). If an application which has
been accorded a filing date does not include the ap-
propriate filing fee or oath or declaration, the appli-
cant will be so notified and given a period of time with-
in which to file the missing parts to complete the ap-
plication and to pay the surcharge as set forth in
37 CFR 1.16(¢) in order to prevent abandonment of
the application.

In order for the Office to so notify the applicant, a cor-
respondence address must also be provided by the appli-
cant. The address may be different from the Post Office
address of the applicant. For example, the address of the
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~ applicant’s registered attorney or agént may be used as’

the correspondence address. If the applicant fails to pro- - -

. vide the Office with a correspondence address, the Of-

fice will be unable to provide the applicant with notifica-
tion to complete the application and to pay the surcharge
as set forth in 37 CFR 1.16(e). In such a case, the appli-
cant will be considered to have constructive notice as of
the filing date that the application must be completed
and the applicant will have 2 months from the filing date
in which to do so before abandonment occurs.

The periods of time within which the applicant must
complete the application may be extended under the
provisions of 37 CFR 1.136. Applications which are not
completed in a timely manner will be abandoned.

403.01 Correspondence Held With Associate
Attorney

Where the attorneys bear relation of principal attor-
ney and associate attorney, the correspondence will be
had with the associate attorney unless the principal at-
torney directs otherwise, Ex parte Eggan, 1911 C.D. 213;
172 0.G. 1091 (Comm’r Pat. 1911).

403.02 Two Attorneys for Same Application

If the applicant simultaneously appoints two principal
attorneys, he or she should indicate with whom corre-
spondence is to be conducted. If one is a local Washing-
ton metropolitan area attorney and the applicant fails to
indicate either attorney, correspondence will be con-
ducted with the local attorney.

If, after one attorney is appointed, a second attorney
is later appointed without revocation of the power of the
first attorney, the name of the second attorney is entered
on the face of the file (Ex parte Eggan, 1911 C.D. 213;
172 O.G. 1091 (Comm’r Pat. 1911)), with notation that
the Office letters are to be sent to him. This applies also
to associate attorneys.

404 Conflicting Parties Having Same Attorney
See 37 CFR 10.66.
405 Attorney Not of Record

Papers may be filed in patent applications by regis-
tered attorneys or agents not of record under 37 CFR
1.34(a). Filing of such papers is considered to be a repre-
sentation that the attorney or agent is authorized to act
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and files supplied by the attorney or agent in view of
35 U.S.C. 122. Powers of attorney and documents grant-
ing access may not be signed by an attomey or agent not
of record.

406 Death of Attorney [R—1]
SOLE ATTORNEY

If notification is received from the applicant or assign-
ee of the death of the sole principal attorney and the ap-
plication is up for action by the examiner, correspon-
dence is held with the applicant or assignee who original-
ly appointed the deceased attorney.

If notification is received from the office of the de-
ceased attorney and the application is up for action, the
examiner when preparing the Office action should add
Form Paragraph 4.02.

§ 4.02 Death of Attorney, Notice Received From Attomey’s
Office

In view of the notification of the death of the attorney of record, the
power of attorney is terminated. A new attorney may be appointed,

> Examiner Note:

As the power of attorney has been terminated, Office correspon-
dence is sent to the applicant or the assignee who originally appointed
the deceased attorney or agent.<

If notification of the death of the sole principal attor-
ney is received from the Office of Enrollment and Disci-
pline or some other source, there will be no paper of re-
cord in the file wrapper to indicate that the attorney is
deceased. Correspondence therefore continues to be
held with the office of the deceased attorney but a copy
of the Office action is also mailed to the person who orig-
inally appointed the attorney. In such an Office action
where the application is not ready for allowance, the ex-
aminer should add Form Paragcaph 4.03.

§ 4.03 Death of Attorney, Notice From Other Source

Notice of the death of the attorney of record has come (o the aftention
of this Office. Sirice the power of attorney is therefore terminated, & copy
of this action is being mailed to the [1].

Examiner Note:
In bracket 1, insert—applicant—or—assignee—if the assignee
originally appointed the deceased attorney,

If notification of the death of the sole principal attor-
ney is received from the Office of Enrollment and Disci-
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in a representative capacity on behalf of applicant."HOW- :
ever, interviews with a registered attorney or agent notof -
record will be conducted only on the basis of mformatlon BN

: _f‘"plme or some: other source and the .applrca 1on is ready . 5
~for allowance, the examiner prepares the: apphcatron for~

allowance and writes a letter to the offrce of the deceased

attorney with a copy’ to the person ‘who “originally ap-

pointed the deceased attorney mcludmg the wordmg of

Form Paragraph 4. 04 Lo .

§ 4.04 Death ofAttomey, Case is Ready fOrAllowanee ‘
Notice ofthe deathof the attorney of record has come tothe attention

- of this Office. Since the power of attorney i thus terminated, and this
- -application is now ready for aliowance, the Notice of Allowance will be

mailed to the office of the deceased attorney in the absence of a new
power of attorney.,

Examiner Note:
A copy should also be mailed to the applicant or the assignee who
originaily appointed the attorney.

Note MPEP § 405.

The power of a principal attorney will be revoked or
terminated by his or her death. Such a revocation or ter-
mination of the power of the principal attorney will also
terminate the power of those appointed by him or her.
Thus, a principal attorney may appoint an associate at-
torney but such a power terminates with that of the prin-
cipal. The principal attorney may not appoint a “substi-
tute” and any attempt by the principal to appoint a “sub-
stitute” attorney whose power is intended to survive his
or her own will not be recognized by the Office.

407 Disbarred Attorney [R—2]

See MPEP § 105.

>Form Paragraphs 4.06, 4.07, and 4.08 should be
used where power of attorney is given to an attorney/
agent who has been suspended from practice before the
office.

9 4.06 Attomey/AgentSuspended (Sole Practitioner, SoleInven-
tor)

The instant application contains a power of attorney to [1] who has
been {2] from practice before the Patent and Trademark Office (Office).
‘The Office does not communicate with the attorneys or agents who have
been suspended or excluded from practice. Accordingly, the Office
action is being mailed to you as the inventor.

Applicant may, of course, file a new power of attorney in the
application fo have a registered attorney or agent represent you before
the Office. In the absence of an attorney or agent of record, all
amendmentsand other papersfiled in the application must besigned: (1)
by you; or (2) if there is an assignee of record of an undivided part
interest, by such assignee; or (3) if there is an assignee of the entire
interest, by such assignee; or (4) by a registered patent attorney or agent,
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notofrecord, whaactsin arepresentative capacity under the provision of
37 CFR 1.34, i.e., who is not of record in the application. .

Applicant may obtain a list of registered patent attorneys and agents .
located in your area by writing to the Commissioner of Patents and ~
Trademarks, Box OED, Washington, DXC 20231, or by calling the Office -

of Enrollment and Disciple at (703) 308—-5316.

Esaminer Note:

1.In bracket 1, insert name of suspended or excluded practitioner.

2.In bracket 2, insert either —suspended— or —excluded—.

3. This form paragraph should be usedwhen asuspended orexcluded
practitioner is the oply praciitioner of record and there is only a single
inventor. Use form paragraph 4.07 if there are joint inventors.

4, The Office action is to be mailed only to the inventor at his/her
current address of record.

S 4.07 AttomeylAgent Suspended (Sole Practitioner, Joint Inventors)

The instant application contains a power of attorney to [1} who has
been [2] from practice before the Patent and Trademark Office (Office).
The Office does not communicate with attoraeys or agents who have
been suspended or excluded from practice, Accordingly, the Office
action is being mailed to the address of the inventor first named in the
application,

Applicant may, of course, file 8 new power of aftorney in the
application to have aregistered attorney or agent represent them before
the Office. In the absence of an attorney or agent of record, all
amendmentsand other papersfiledinthe application mustbesigned: (1)
by alf named applicants uniess one named applicant has been given a
power of attorney 10 sign on behalf of the remaining applicants, and the
power of attoraey is of record in the application; or (2) if there is an
assignee of record of an undivided part interest, by all named applicants
retaining an interest and such agsignee; or (3) if there isanassignee of the
entire inferest, by suchi assignee; or (4) by aregistered patent atiorney or
agent not of record who acts in a representative capacity under the
provisions of 37 CFR 1.34(a). The Office will not hold telephone
interviews with or send communications to a registered patent attorney
oragent, acting in arepresentative capacity under 37 CFR 1.34,i.e.,who
is not of record in the application.

Applicant may obtain a list of registered patent attorneys and agents
located in your area by writing to the Commissioner of Patenis and
Trademarks, Box OED, Washington, DC 20231, or by calling the Office
of Enrollment and Discipline at (703) 3085316,

Examiner Note:

1. In bracket 1, insert the name of the suspended or excluded
practitioner.

2. In bracket 2, insert either —suspended— or —excluded—,

3. This form paragraph should be used when the suspended or
excluded practitioner isthe only practitionerof recordand therc are joing
inveptors, Use form paragraph 4.06 if there is a single inventor.

4, The Office action is to be mailed gnly to the inventor first named in
the declaration at his or her current post office address of record.

400 -~ 9

' 9 408 Attomey/Agent Suspended (Plural Practmoners)

The present application was filed containing a power of attomey to
[1]and [2}. A correspondence address was supphed for [3]. No address '
was supplied for [4].

[5] was 6] from practlce before, the Patent and Tkademark Office
(Office). The Office does not communicate with attorneys or agentswho
have been suspended or excluded from practice.

As a correspondence address, other than to [7], is not of record, this
Office action is being mailed to [8] at his/her last known address as listed
on the register of patent attorneys and agents. To ensure that a copy of
this Office action is received in a timely manner to allow for a timely
response, a copy of the Office action is being mailed directly to the
address of the inventor first namied in the declaration or oath. Any
response by applicant(s) should be by way of the remaining practition-
ex(s) of record and should include a new correspondence address .

Examiner Note:

1. In brackets 1, 3, 5, and 7 insert the name of the suspended or
excluded practitioner.

2. In brackets 2, 4, and 8 insert the name of the first named
unsuspended (unexcluded) registered practitioner of record. ‘

3. In bracket 6, insert either —suspended— or —excluded—.

4, This form paragraph should be used when there is at least one
registered practitioner still of record who has not been suspended or
excluded from practice. Use one of form paragraphs 4.06 or 4.07 if there
are no remaining registered attorneys or agents of record.

5. The Office action s to be mailed both to the first named registered
attorney or agent of record (who is not suspended or excluded) at the
address currently listed in the Attorney’s Roster, gnd to the inventor first
named in the declaration at his or her current post office address of
record. <

408 Telephoning Attorney [R—2]

Present Office policy places great emphasis on tele-
phone interviews initiated by the examiner. For this rea-
son, it is not necessary for an attorney to request a tele-
phone interview. Examiners are not required to note or
acknowledge requests for telephone calls or state rea-
sons why such proposed telephone interviews would not
be considered effective to advance prosecution. Howev-
er, it is desirable for an attorney to call the examiner
if the attorney feels the call will be beneficial to ad-
vance prosecution of the case. See MPEP § 713.01 and
§ 713.05.

SPECIFIC TELEPHONE INTERVIEW
SITUATIONS

Restriction of invention (MPEP § 812.01).

Multiplicity (MPEP § *2173.05(n)<).

Many attorneys have offices or representatives in the
Washington area and it sometimes expedites business to
interview them concerning an application. When the
examiner believes the progress of the application would
be advanced thereby, he or she may call the attorney in

Rev. 2, July 1996



409

the case by telephone and ask the attorney tocome to the
Office.

Registered attorneys or agents not of record in a pat-
ent application and acting in a representative capacity under
37 CFR 1.34(a) should not be telephoned for restriction
requirements, approval of examiner’s amendments, or
given any information relative to such patent application
by telephone unless the telephone number of such attor-
ney or agent appears in a paper signed by the applicant or
an attorney or agent of record.

Examiners should place all long distance telephone
calls through the FTS (Federal Telecommunications Sys-
tem), even though collect calls may have been authorized
by the attorney.

To facilitate any telephone calls that may become nec-
essary, it is strongly recommended that amendments, let-
ters of transmittal, and powers of attorney include the
complete telephone number, with area code and exten-
sion, of the person with whom the interview should be
held, preferably near the signature.

In new applications, the telephone number may ap-
pear on the letter of transmittal or in the power of attor-
ney, oath, or declaration, next to the attorney’s name
and address.

409 Death, Insanity, or Unavailability of
Inventor

If the inventor is dead, insane, or otherwise legally in-
capacitated, refuses to execute an application, or cannot
be found, an application may be made by someone other
than the inventor, as specified in 37 CFR 1.42-1.47, and
1.423, MPEP § 409.01 — § 409.03(j).

409.01 Death of Inventor

Unless a power of attorney is coupled with an in-
terest (i.e., an attorney is agsignee or part—
assignee), the death of the inventor (or one of the
joint inventors) terminates the power of attorney
and a new power from the heirs, administrators, ex-
ecutors, or assignees is necessary if the attorney is to
remain of record (but see MPEP § 409.01(f)). See
also 37 CFR 1.422.
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409 ()1(a) Prosecution by Admlmstrator or
Executor '

35US.C. 117. Death or mcapacdy of inventor

Legal representatives of deceased inventors and of those under legal
incapacity may make application for patent upon compliance with the
requirements and on the same terms and conditions applicable to the
inventor.

37 CFR 1.42. When the inventor is dead.

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may make the
necessary oath or declaration, and apply for and obtain the patent.
Where the inventor diesduring the time intervening between the filing of
the application and the granting of a patent thereon, the letters patent
may be issued to the legal representative upon proper intervention.

One who has reason to believe that he or she will be
appointed legal representative of a deceased inventor
may apply for a patent as legal representative in accor-
dance with 37 CFR 1.42. Proof of the applicant’s author-
ity as legal representative may be filed after the filing
date of the application. If another person is appointed
legal representative and the application has been ac-
corded a filing date, an oath or declaration executed by
the properly appointed legal representative must be sub-
mitted as soon as possible. The foregoing applies to the
legal representative of a deceased sole or deceased joint
inventor.

Application may be made by the heirs of the inventor,
as such, if there is no will or the will did not appoint an
executor and if accompanied by a certificate from the
court that they are all the heirs and that the estate was
under the sum required by state law for the appointment
of an administrator.

If the court papers are in a language other than En-
glish, an English translation of such papers is required.
The translation need not be sworn or affirmed.

409.01(b) Proof of Authority of Administrator
or Executor [R-2]

37 CFR 1.44, Proof of authorily.

In the cases mentioned in §§ 1.42 and 1.43, proof of the power or
authority of the legal representative must be recorded in the Patent and
Trademark Office or filed in the application before the grant of a patent.

Whenever because of the death of an inventor the
right of applying for and obtaining a patent for an inven-
tion devolves upon an executor or administrator, or
whenever an executor or administrator desires to inter-
vene prior to the granting of a patent, proof of the au-
thority of such executor or administrator should in all
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cases be made of record in the Patent and Trademark Of-

fice by filing in the application or recording in the assign-
ment records a certificate of the clerk of a competent
court or the register of wills that his or her appointment
is still in full force and effect. Such certificate shall be
signed by an officer and authenticated by the seal of the
court by which the same was issued. The authority of oth-
er legal representatives of the inventor must be similarly
established. If the certificate is not in the English lan-
guage, an English translation is also required.

Should such certificate of appointment be found to be
insufficient for any reason, there may be required to be
filed or recorded a certified and properly authenticated
copy of the letters testamentary or of the letters of ad-
ministration so that the scope of authority of the persons
who seek to intervene may be a matter of record in this
Office.

All applications filed by an executor or administrator
are initially referred to the Assignment Division to as-
certain whether proper authority has been recorded or
“filed in the application” (37 CFR 1.44) and for suitable
endorsement on the file. If the authority is insufficient, a
notation is made under “other” on a form PTO~152.
When a reply is received to such a notation and also in
cases where the executor or administrator intervenes
(after filing) the case should be sent immediately to the
Assignment Division.

In any case in which the Chief of the Assignment Divi-
sion reports that the authority of the executor or admin-
istrator of record in the case is insufficient, the examiner
will require the filing in the application or the recording
in the Assignment Division of a certificate of such ap-
pointment or a certified copy of letters testamentary or
of letters of administration in such case before finally
passing the case to issue. >Form paragraph 4.05 should
be used to notify applicant that proof of authority of the
legal representative must be submitted.

§ 4.05 Represemtative For Dead Or Insane Inventor
Proof of authority of the legal representative under 37 CFR 1.44 has
been omitted and must be provided. <

In the case of foreign executors or administrators, a
consular officer of the United States or a notary public
from a member country to the Hague Convention Abol-
ishing the Requirement of Legalization for Foreign Pub-
lic Documents must authenticate the signature of the
foreign officer attesting to the papers submitted as proof
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of authorlty If documents are authentncated by a notary .

-public in a member country, an apostrlle must be used. - |
- See MPEP § 602. 04. Unusual situations may. be referred '

to the ** Special Program *>Law Office<. -

409.01(c) After Administrator or Executor -
Has Been Discharged |

When an administrator or executor has f)erformed his
or her functions and has been discharged and it is desired
to make an application for an inventica of the Geleased,
it is necessary for the administrator or executor to take
out new letters of administration in order that he or she

may file a new application of the deceased inventor.

409.01(d) Exception in Some Foreign
Countries

The terms “Executor” and ‘Administrator” do not
find an exact counterpart in all foreign countries and the
procedure is governed by the necessity of construing
those terms to fit the circumstances of the case. Hence,
the person or persons having authority corresponding to
that of executor or administrator are permitted to make
application as, for example, the heirs in the Federal Re-
public of Germany where no existing executor or admin-
istrator has been or will be appointed. The authority of
such persons must be proved by an appropriate certifi-
cate. If the certificate is not in the English language, an
English translation thereof is also required.

409.01(e) If Applicant of Assigned Application
Dies

Where an applicant, carrying on the prosecution of an
application after assignment, dies, the administrator
may carry on the prosecution on filing letters of adminis-
tration unless and until the assignee intervenes (MPEP
§ 402.07).

409.01(f) Intervention of Executor Not
Compulsory [R-1]}

When an inventor dies after filing an application, the
executor or administrator should intervene, but the
allowance of the application will not be withheld nor the
application withdrawn from issue if the executor or ad-
ministrator does not intervene.
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This practice is applicable to an application which has
been placed in condition for allowance or passed to issue
prior to notification of the death of the inventor. See
MPEP § 409.01.

> When a joint inventor of a pro se application dies af-
ter filing the application, the living joint inventors must
submit proof that the joint inventor is dead. Upon sub-
mission of such proof, only the signatures of the living
joint inventors are required on the papers filed with the
PTO if the legal representative of the deceased inventor
does not intervene, If the legal representative of the de-
ceased inventor wishes to intervene, proof of authority
complying with 37 CFR 1.44 must be submitted. Once
the legal representative of the deceased inventor inter-
venes in the pro se application, the signatures of the living
joint inventors and the legal representative are required
on the papers filed with the PTO. <

409.02 Insanity or Other Legal Incapacity

37 CFR 1.43. Whentheinventorisinsane orlegally incapacitated.

In case an inventor is insane or otherwise legaily incapacitated, the
legal representative {guardian, conservator, etc.) of such inventor may
make the necessary oath or declaration, and apply for and obtain the
patent.

Where no legal representative has been appointed,
one must be appointed by a court of competent jurisdic-
tion for the purpose of execution of the oath or declara-
tion of the application. MPEP § 409.01(b) is also applica-
ble in case of insanity or other legal incapacity of an
inventor.

409.03 Unavailability of Inventor [R~—2]

37 CFR 1.47. Filing when an inventor refuses to sign or cannot be

reached.

{2) if a joint inventor refuses to join in an application for patent or
cannot be found or reached after diligent effort, the application may be
made by the other inventor on behalf of himself or herself and the
omitted inveator. The oath or declaration in such an application must be
accompanied by a petition including proof of the pertinent facts and by
the required fee (§ 1.17(h)) and must state the last known address of the
omitted inventor. The Patent and Trademark Office shall forward notice
of the filing of the application to the omitted inventor af said address,
Should such notice be returmed to the Office undelivered, or should the
address of the omitted inventor be unknown, notice of the filing of the
application shall be published in the Officlal Gazette. The omiitted
inventor may subsequently join in the application on filing an oath or
dectaration of the character required by § 1.63. A patent may be granted
tothe inventor making the application, upon ashowingsatisfactory tothe
Commissioner, subject to the same rights which the omitted inventor
would have had if he or she had been joined.
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(b) Whenever an inventor refusesv'to' execute an application for
patent, or'cannot be found or reached after diligent effort, a person to
whom the inventor has assigned -or agreed in writing to assign the

" invention or who otherwise shows sufficient proprietary interest in the

matter justifying such action may make application for patent on behaif
of and as agent for the inventor. The oath or declaration in such an
application must be accompanied by a petition including proof of the
pertinent factsanda showing that such action is necessary to preserve the
rights of the parties or to prevent irreparable damage, and by the
required fee (§ 1.17(h)) and must state the fast known address of the
inventor. The assignment, written agreement to assign or other evidence
of proprietary interest, or a verified copy thereof, must be filed in the
Patent and Trademark Office. The Office shall forward notice of the
filing of the application to the inventor at the address stated in the
application. Should such noiice be returned to the Office undelivered, or
should the address of the inventor be unknown, notice of the filing of the
application shali be published in the Official Gazette. The inventor may
subsequently joininthe applicationon filingan oath or declaration of the
character required by § 1.63. A patent may be granted to the inventor
upon a showing satisfactory to the Commissioner.

35 US.C. 116. Inventors

When an invention is made by two or more persons jointly, they shall
apply for patent jointly and each make the required oath, except as
otherwise provided in this title. Inventors may apply for a patent jointly
eventhough(1) they did not physically work together or at the same time,
(2) each did not make the same type or amount of contribution, or (3)
each did not make & contribution to the subject matter of every claim of
the patent.

Ifajoint inventor refuses tojoin in an application for patent or cannot
be found or reached after diligent effort, the application may be made by
the other inventor on behalf of himself and the omitted inventor. The
Comemissioner, on proof of the pertinent facts and after such notice to
the omitted inventor as he prescribes, may grant a patent to the inventor
making the application, subject to the same rights which the omitted
inventorwould have had ifhe had beenjoined. The omitted inventor may
subsequently join in the application.

Whenever through error a person is named in an application for
patentas the inventor, or through an error an inventoris not named in an
application and such error arose without any deceptive intention on his
part, the Commissioner may permit the application to be amended
accordingly, under such terms as he prescribes.

35 U.S.C. 118. Filing by other than inventor

Whenever an inventor refuses to execute an application for patent, or
cannot be found or reached after diligent effort, a person to whom the
inventor has assigned or agreed in writing to assign the invention orwho
otherwise shows sufficient proprietary interest in the maiter justifying
such action, may make application for patent on behalf of and as agent
for the inventor on proof of the pertinent facts and a showing that such
action is necessary to preserve the rights of the parties or to prevent
irreparable damage; and the Commissioner may grant a patent to such
inventor uporn such notice to him as the Commissioner deems sufficient,
and on compliance with such regulations as he prescribes.

Application papers submitted pursuant to 37 CFR
1.47 are forwarded by the Application Division to the
**Special Program *>Law Office< for determination
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whether the papers are proper, complete, and accept-
able under 37 CFR 1.47.

A bona fide attempt must be made to comply with the
provisions of 37 CFR 1.47 at the time the oath or declara-
tion is first submitted. If the oath or declaration, and evi-
dence submitted with the oath or declaration, are not
found acceptable, the 37 CFR 1.47 applicant will be
notified by the **Special Program *>Law Office<
of the reasons why the papers are not acceptable. The
37 CFR 1.47 applicant may request reconsideration and
file supplemental evidence in a case where a bona fide at-
tempt was made to comply with 37 CFR 1.47 from the
outset.

409.03(a) At Least One Joint Inventor
Available [R-2]

37 CFR 1.47(a) and 35 U.S.C. 116, second paragraph,
requires all available joint inventors to file an application
“on behalf of” themselves and on behalf of a joint inven-
tor who “cannot be found or reached after diligent ef-
fort” or who refuses to “join in an application.”

In addition to other requirements of law (35 U.S.C.
111 »(a)< and 115), an application deposited in the Pat-
ent and Trademark Office pursuant to 37 CFR 1.47(a)
must meet the following requirements:

(1) All the available joint inventors must (i) make
oath or declaration on their own behalf as required by
37 CFR 1.63 or 1.175 (see MPEP § 602, § 605.01, and
§ 1401.08) and (ii) make oath or declaration on behalf of
the nonsigning joint inventor as required by 37 CFR
1.64.

(2) The application must be accompanied by proof
that the nonsigning inventor (i) cannot be found or
reached after diligent effort or (ii) refuses to execute the
application papers. See MPEP § 409.03(d).

(3) The last known address of the nonsigning joint
inventor must be stated. See MPEP § 409.03(e).

409.03(b) No Inventor Available [R-2]

Filing under 37 CFR 1.47(b) and 35 U.S.C. 118 is per-
mitted only where no inventor is available to make ap-
plication and allows a “person” with a demonstrated
proprietary interest to make application “on behalf of
and as agent for” an inventor who “cannot be found or
reached after diligent effort” or who refuses 1o sign the
application oath or declaration. The word “person” has
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been construed by the Patent and Trademark Offlce to »
include juristic entities, such as a corporatlon Where

* 37 CFR 1.47(a) is-available, appllcatlon cannot be made

under 37 CFR 1.47(b).

In addition to other requirements of law‘(35 Us.C
111 >(a)< and 115), an application deposited pursuant
to 37 CFR 1.47(b) must meet the followmg require-
ments:

(1) The 37 CFR 1.47(b) applicant must make the
oath required by 37 CFR 1.63 and 1.64 or 1.175. Where a
corporation is the 37 CFR 1.47(b) applicant, an officer
>(President, Vice—President, Secretary, or Treasur-
er)< thereof should normally sign the necessary oath or
declaration. A corporation may authorize any person,
including an attorney or agent registered to practice be-
fore the Patent and Trademark Office, to sign the ap-
plication oath or declaration on its behalf. Where an
oath or declaration is signed by a registered attorney or
agent on behalf of a corporation, either proof of the at-
torney’s or agent’s authority in the form of a statement
signed by an appropriate corporate officer must be sub-
mitted, or the attorney or agent may simply state that he
or she is authorized to sign on behalf of the corporation.
Where the oath or declaration is being signed on behalf
of an assignee, sec MPEP § 324. An inventor may not au-
thorize another individual to act as his or her agent to
sign the application oath or declaration on his or her be-
half, Staeger v. Commissioner, 189 USPQ 272 (D.D.C.
1976); In re Striker, 182 USPQ 507 (Comm’r Pat. 1973).
Where an application is executed by cne other than the
inventor, the declaration required by 37 CFR 1.63 must
state the citizenship, post office address, and residence
of the non—signing inventor and must also state the post
office address of the person signing on behalf of the
non-signing inventor. Also, the title or position of the
person signing must be stated if signing on behalf of a
corporation under 37 CFR 1.47(b).

(2) The 37 CFR 1.47(b) applicant must state his or
her relationship to the inventor as required by 37 CFR
1.64.

(3) The application must be accompanied by proof
that the inventor (i) cannot be found or reached after a
diligent effort or (ii) refuses to execute the application
papers. See MPEP § 409.03(d).

(4) The last known address of the inventor must be
stated. See MPEP § 409.03(e).
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(5) The 37 CFR 1.47(b) applicant must make out a
prima facie case (i) that the invention has been assigned
to him or her or (ii) that the inventor has agreed in writ-
ing to assign the invention to him or her or (iii) otherwise
demonstrate a proprietary interest in the subject matter
of the application. See MPEP § 409.03(f).

(6) The 37 CFR 1.47(b) applicant must prove that
the filing of the application is necessary (i) to preserve
the rights of the parties or (ii) to prevent irreparable
damage. See MPEP § 409.03(g).

409.03(c) Legal Representatives of Deceased
Inventor Not Available [R—2]

37 CFR 1.47 should not be considered an alternative
to 37 CFR 1.42 or 35 U.S.C. 117, since the language
“*>cannot< bé found or reached after diligent effort”
has no reasonable application to a deceased invenior, In
re Application Papers Filed September 10, 1954,108 USPQ
340 (Comm’r Pat. 1955). See 37 CFR 1.42 and MPEP
§ 409.01. However, 37 CFR 1.47 does apply where a
known legal representative of a deceased inventor can-
not be found or reached after diligent effort, or refuses
to make application. In such cases, the last known ad-
dress of the legal representative must be given (see
MPEP § 409.03(e)), and proof of the power or authority
of the legal representative must be established before
the grant of a patent, 37 CFR 1.44. Also, in hardship situ-
ations where time or circumstances do not permit ap-
pointment of a legal representative to make application,
37 CFR 1.47 may apply, In re Schwarz, 147 USPQ 394
(Comm’r Pat. 1960). In such situations, however, subse-
quent joinder of a properly authorized legal representa-
tive will normally be required before the grant of a
patent.

409.03(d) Proof of Unavailability or Refusal

Where inability to find or reach a nonsigning inventor
“after diligent effort” is the reason for filing under
37 CFR 1.47, an affidavit or declaration of facts should
be submitted that fully describes the exact facts which are
relied on to establish that & diligent effort was made.

The fact that a nonsigning inventor is on vacation or
out of town and is therefore temporarily unavailable to
sign the declaration is pot an acceptable reason for filing
under 37 CFR 1.47. Such a petition will be dismissed as
inappropriate.
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The affidavit or declaration of facts must be signed,
where at all possible, by a person having firsthand knowl-

" edge of the facts recited therein. Statements based on

hearsay will not normally be accepted. Copies of docu-
mentary evidence such as certified mail return receipt,
cover letter of instructions, telegrams, etc., that support
afinding that the nonsigning inventor could not be found
or reached should be made part of the affidavit or decla-
ration. It is important that the affidavit or declaration
contain statements of fact as opposed to conclusions.

In cases where priority under 35 U.S.C. 119 is to be
claimed, the 37 CFR 1.47 applicant should explain what
efforts, if any, were made during the Convention year to
prepare the application and obtain the inventor’s signa-
ture thereon. The period allowed by the Convention
year should “be sufficient for the preparation and depos-
it of an application . .. (in the United States) in the form
required by the rules.” Ex parte Sassin, 1906 C.D. 205
(Comm’r Pat. 1906). Accordingly, 37 CFR 1.47 may not
be used “to save the parties from the consequences of
their delay.” Ex parte Sassin, supra. Attention is directed
to the material in MPEP § 608.01 entitled, “Filing of
Non-English Language Applications”, for guidance in
those instances where a foreign language specification
attached to a declaration executed by all named inven-
tors is received from abroad by counsel in this country. In
those instances where the nonsigning inventor later be-
comes available, joinder papers are best submitted as
soon as possible, preferably before the 37 CFR 1.47 ap-
plication is formally accepted. Such joinder papers
should be filed with a brief explanatory letter requesting
that they be incorporated with the earlier 37 CFR 1.47
application papers. The later submission of joinder pa-
pers is not prejudicial to an earlier filing date under
37 CFR 1.47 if acceptance of the application under that
rule would otherwise be warranted.

Where a refusal of the inventor to sign the application
papers is alleged, the circumstances of this refusal must
be specified in an affidavit or declaration by the person
to whom the refusal was made. Statements by a party not
present when an oral refusal is made will not be accepted.

Before a refusal can be alleged, it must be demon-
strated that a bona fide attempt was made to present a
copy of the application papers (specification, including
claims, drawings, and oath or declaration) to the non-
signing inventor for signature.,
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When there is an express oral refusal, that fact along
with the time and place of the refusal must be stated in
the affidavit or declaration. When there is an express
written refusal, a copy of the document evidencing that
refusal must be made part of the affidavit or declaration.

When it is concluded by the 37 CFR 1.47 applicant
that a nonsigning inventor’s conduct constitutes a refus-
al, all facts upon which that conclusion is based should be
stated in an affidavit or declaration. If there is documen-
tary evidence to support facts alleged in the affidavit or
declaration, such evidence should be submitted. When-
ever a nonsigning inventor gives a reason for refusing to
sign the application oath or declaration, that reason
should be stated in the affidavit or declaration.

409.03(e) Statement of Last Known Address

An application filed pursuant to 37 CFR 1.47 must

state the last known address of the nonsigning inventor.

That address should be the last known address at
which the inventor customarily receives mail. See MPEP
§ 605.03. Ordinarily, the iast known address will be the
last known residence of the nonsigning inventor. A post
office box is insufficient.

Inasmuch as a nonsigning inventor is notified that an
application pursuant to 37 CFR 1.47 has been fifed on his
or her behalf, other addresses at which the nonsigning in-
ventor may be reached should also be given.

409.03(f) Proof of Proprietary Interest [R~-2]

When an application is deposited pursuant to 37 CFR
1.47(b), the 37 CFR 1.47(b) applicant must prove that, as
of the date the application is deposited in the Patent and
Trademark Office, (1) the invention has been assigned to
the applicant, or (2) the inventor has agreed in writing to
assign the invention to the applicant, or (3) the applicant
otherwise has sufficient proprietary interest in the sub-
ject matter to justify the filing of the application.

If the application has been assigned, a copy of the as-
signment (in the English language) must be submitted.
The assignment must clearly indicate that the inven-
tion described in the 37 CFR 1.47(b) application was as-
signed to the 37 CFR 1.47(b) applicant prior to the date the
application is deposited in the Patent and Trademark Of-
fice. A statement under 37 CFR 3.73(b) by the assignee
must also be submitted (see MPEP § 324). An assign-
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ment of an application and any “reissue, division, or .
continuation of said application” does not itself estab-

" lish an assignment of a continuation—infpart\applica-

tion, In re Gray, 115 USPQ 80 (Comm’r Pat. 1956). An
assignment to a 37 CFR 1.47(b) applicant for the sole
purpose of obtaining a filing date for a 37 CFR 1.47(b)
application is not considered an assignment within the
meaning of 35 U.S.C. 118 and 37 CFR 1.47(b).

When an inventor has agreed in writing to assign an
invention described in an application deposited pur-
suant to 37 CFR 1.47(b), a copy of that agreement should
be submitted. If an agreement to assign is dependent on
certain specified conditions being met, it must be estab-
lished by affidavit or declaration that those conditions
have been met. A typical agreement to assign is an em-
ployment agreement where an employee (nonsigning in-
ventor) agrees to assign to his or her employer (37 CFR
1.47(b) applicant) all inventions made during employ-
ment. When such an agreement is relied on, it must be
established by the affidavit or declaration of a person
having firsthand knowledge of the facts that the inven-
tion was made by the employee while employed by the
37 CFR 147(b) applicant.

If the invention has not been assigned, or if there is no
written agreement to assign, the 37 CFR 1.47(b) appli-
cant must demonstrate that he or she otherwise has a suf-
ficient proprietary interest in the matter.

A proprietary interest obtained otherwise than by as-
signment or agreement to assign may be demonstrated
by an appropriate legal memorandum to the effect that a
court of competent jurisdiction (federal, state, or for-
eign) would *>by< the weight of authority in that juris-
diction award title of the invention to the 37 CFR 1.47(b)
applicant. The facts in support of any conclusion that a
court would award title to the 37 CFR 1.47(b) applicant
should be made of record by way of an affidavit or decla-
ration of the person having firsthand knowledge of same,
The legal memorandum should be prepared and signed
by an attorney at law familiar with the law of the jurisdic-
tion involved. A copy (in the English language) of a stat-
ute (if other than the United States statute) or a court
decision (if other than a reported decision of a federal
court or a decision reported in the United States Patents
Quarterly) relied on to demonstrate a proprietary inter-
est should be made of record.
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409.03(g) Proof of Irreparable Damage

Irreparable damage may be established by showing

that a filing date is necessary to (1) avoid an imminent -

statutory bar (35 U.S.C. 102) or (2) make a claim for
priority (35 U.S.C. 119, 120, and 121). If a statutory bar is
involved, the act or publication which is believed to
constitute the bar should be identified. If a claim for
priority is involved, the prior application or applications
should be identified. A diligent effort to prepare the ap-
plication and obtain the inventor’s signature to the oath
or declaration must be made (sce MPEP § 409.03(d))
even if the application is being filed to avoid a bar or to
claim priority.

Preservation of the rights of the partics may be dem-
onstrated by a showing that the inventor may reasonably
be expected to enter into competition with the 37 CFR
1.47(b) applicant, or that a firm plan for commercializa-
tion of the subject matter of the application has been
adopted.

409.03(h) Acceptance of a 37 CFR 1.47
Application [R—2]

A filing date is assigned to an application deposited
pursuant to 37 CFR 1.47 provided the requirements of
37 CER 1.53(b) >(1)< are complied with. A filing re-
ceipt will be sent to the applicant when the application is
found acceptable by the **Special Program *> Law Of-
fice.<

When papers deposited pursuant to 37 CFR 1.47 are
found acceptable, the ** Special Program *>Law Of-
fice< enters a memorandum or letter to that effect in the
fite, and the Application Division is authorized to mail a
filing receipt.**> The Patent and Trademark Office wiil
notify the nonsigning inventor(s) of the filing of an ap-
plication under 37 CFR 1.47 by sending a letter to the last
known address of the nonsigning inventor(s) and by pub-
lishing a notice in the Official Gazette.<

409.03(i) Rights of the Nonsigning
Inventor [R=2]

The nonsigning inventor (also referred to as an
“inventor designee”) may protest his or her designation
as an inventor, The nonsigning inventor is entitled to in-
spect any paper in the application as of the date the **
Special Program *>Law Office< authorizes the Ap-
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plichtion Division to accept the applicéfion; "o:r'd,_er copies - |
thereof at the price set forth in 37 CFR 1.19, and make

- his or her position of record in the file wrapper of the ap-
plication. Alternatively, the nonsigning inventor may ar-

range to do any of the precedmg through a reglstered
patent attorney or agent.

While the Patent and Trademark Office will grant the
nonsigning inventor access to the application, inter partes
proceedings will not be instituted in 37 CFR 147
case>.< In re Hough, 108 USPQ 89 (Comm’r Pat.
1955). A nonsigning inventor is not entitled to a hearing
(Cogarv. Schuyler, 173 USPQ 389 (D.C. Cir. 1972)) >,<
and is not entitled to prosecute the application.

A nonsigning inventor may join in a 37 CFR 1.47 ap-
plication. To join in the application, the nonsigning in-
ventor must file an appropriate 37 CFR 1.63 oath or dec-
laration. Even if the nonsigning inventor joins in the ap-
plication, he or she cannot revoke or give a power of at-
torney without agreement of the 37 CFR 1.47 applicant.

The rights of a nonsigning inventor are protected by
the fact that the patent resulting from an application
filed under 37 CFR 1.47(b) and 35 U.S.C. 118 must issue
to the inventor, and an application filed under 37 CFR
1.47(a) and 35 U.S.C. 116, the inventor has the same
rights that he or she would have if he or she had joined in
the application, In re Hough, 108 USPQ 89 (Comm’r Pat.
1955).

If a nonsigning inventor feels that he or she is the sole
inventor of an invention claimed in a 37 CFR 1.47 ap-
plication naming him or her as a joint inventor, the non-
signing inventor may file his or her own application and
request that his or her application be placed in interfer-
ence with the 37 CFR 1.47 application. If the. claims
in both the nonsigning inventor’s application and the
37 CFR 1.47 application are otherwise found allowable,
an interference may be declared.

409.03(j) Action Following Acceptance of a
37 CFR 1.47 Application [R~2]

After an application deposited pursuant to 37 CFR
147 is found acceptable by the **Special Pro-
gram*>Law Office<, the examiner will act on the ap-
plication in the usual manner**>, Papers< filed by an
inventor who did not originally join in the application,
and papers relating to its 37 CFR 1.47 status, will be
**>placed in< the file wrapper **.
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" In the event ]omder papers are flled

declaration under 37 CFR 1 63 w1ll be placed m the ap 1

‘ plication file.

When the exatmner determmes thata 37 CFR 1 47 ap- B
plication, or a file wrapper contlnumg appllcatlon (37 o

CFR 1.62) thereof is allowable, he or she must check the = - /
o patent that the apphcatlo‘ :

file jacket to make sure that the phrase “Rule 47” ap-

pears under the filing date. If the phrase ffRule 477 does -
not appear under the filing date, the examiner must write

in black ink the phrase “Rule 47” under the filing date.

-~ cial Program. Law Offl ce.

Patents_granted of

.regardless of whether prop
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