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Reference Is a Joint Patent or Published
Application to Applicant and Another
Reference and Application Have Common
Assignee

Reference Is Publication of Applicant’s Own
Invention

Activities Applied Against the Claims

How Much of the Claimed Invention Must Be
Shown, Including the General Rule as to
Generic Claims

Genus-Species, Practice Relative to Cases
Where Predictability Is in Question

Who May Make Affidavit or Declaration;
Formal Requirements of Affidavits and
Declarations

U.S. Patent or Application Publication Claim-
ing Same Invention

Facts and Documentary Evidence

Diligence

Interference Testimony Sometimes Used

Acts Relied Upon Must Have Been Carried Out
in This Country or a NAFTA or WTO Member
Country

Disposition of Exhibits

Passed Upon by Primary Examiner
Seasonable Presentation

Review of Affidavit or Declaration for
Evidence of Prior Public Use or Sale or Failure
to Disclose Best Mode

Affidavits or Declarations Traversing

Rejections, 37 CFR 1.132

714.01(d) Amendment Signed by Applicant But Not by 715.01(a)
Attorney or Agent of Record
714.01(e) Amendments Before First Office Action 715.01(b)
714.02 Must Be Fully Responsive
714.03 Amendments Not Fully Responsive, Action To 715.01(c)
Be Taken
714.03(a) Amendment Unduly Interferes With the 715.01(d)
Preparation of an Office Action 715.02
714.04 Claims Presented in Amendment With No
Attempt To Point Out Patentable Novelty
714.05 Examiner Should Immediately Inspect 715.03
714.06 Amendments Sent to Wrong Technology
Center 715.04
714.07 Amendments Not in Permanent Ink
714.08 Telegraphic Amendment
714.10 Claims Added in Excess of Filing Fee 715.05
714.11 Amendment Filed During Interference
Proceedings 715.07
714.12 Amendments After Final Rejection or Action 715.07(a)
714.13 Amendments After Final Rejection or Action, 715.07(b)
Procedure Followed 715.07(c)
714.14 Amendments After Allowance of All Claims
714.15 Amendment Received in Technology Center
After Mailing of Notice of Allowance 715.07(d)
714.16 Amendment After Notice of Allowance, 715.08
37 CFR 1.312 715.09
714.16(a) Amendments Under 37 CFR 1.312, Copied 715.10
Patent Claims
714.16(b) Amendments Under 37 CFR 1.312 Filed With
a Motion Under 37 CFR 1.633 716
714.16(c) Amendments Under 37 CFR 1.312, Additional
Claims 716.01
714.16(d) Amendments Under 37 CFR 1.312, Handling 716.01(a)
714.16(e) Amendments Under 37 CFR 1.312, Entry in 716.01(b)
Part
714.17 Amendment Filed After the Period for Reply 716.01(c)
Has Expired 716.01(d)
714.18 Entry of Amendments 716.02
714.19 List of Amendments, Entry Denied 716.02(a)
714.20 List of Amendments Entered in Part 716.02(b)
714.21 Amendments Inadvertently Entered, No Legal 716.02(c)
Effect
714.22 Entry of Amendments, Directions for 716.02(d)
ki
714.23 Entry of Amendments, Directions for, 716.02(e)
Defective 716.02(f)
714.24 Amendment of Amendments 716.02(g)
714.25 Discourtesy of Applicant or Attorney 716.03
715 Swearing Back of Reference — Affidavit or 716.03(a)
Declaration Under 37 CFR 1.131
715.01 37 CFR 1.131 Affidavits Versus 37 CFR 1.132 716.03(b)
Affidavits
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Generally Applicable Criteria

Objective Evidence of Nonobviousness
Nexus Requirement and Evidence of
Nonobviousness

Probative Value of Objective Evidence
Weighing Objective Evidence

Allegations of Unexpected Results

Evidence Must Show Unexpected Results
Burden on Applicant

Weighing Evidence of Expected and
Unexpected Results

Unexpected Results Commensurate in Scope
With Claimed Invention

Comparison With Closest Prior Art
Advantages Disclosed or Inherent
Declaration or Affidavit Form

Commercial Success

Commercial Success Commensurate in Scope
With Claimed Invention

Commercial Success Derived From Claimed
Invention
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716.04
716.05
716.06
716.07
716.08

716.09
716.10
718

719
719.01
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Long-Felt Need and Failure of Others

Skepticism of Experts

Copying

Inoperability of References

Utility and Operability of Applicant’s

Disclosure

Sufficiency of Disclosure

Attribution
Affidavit or Declaration to Disqualify
Commonly Owned Patent or Published
Application as Prior Art, 37 CFR 1.130
File Wrapper

Papers in File Wrapper

719.01(a) Arrangement of Papers in File Wrapper
719.01(b) Prints

719.02

Data Entered on File Wrapper

719.02(b) Name or Residence of Inventor or Title

719.03
719.04
719.05
719.06
719.07
720

720.01
720.02

720.03
720.04
720.05
724

724.01
724.02

724.03

724.04

Changed
Classification During Examination
Index of Claims
Field of Search
Foreign Filing Dates
Related Applications
Public Use Proceedings
Preliminary Handling
Examiner Determination of Prima Facie
Showing
Preliminary Hearing
Public Use Proceeding Testimony
Final Decision
Trade Secret, Proprietary, and Protective
Order Materials
Completeness of the Patent File Wrapper
Method of Submitting Trade Secret,
Proprietary, and/or Protective Order Materials
Types of Trade Secret, Proprietary, and/or
Protective Order Materials Submitted Under
MPEP § 724.02
Office Treatment and Handling of Materials
Submitted Under MPEP § 724.02

724.04(a) Materials Submitted in an Application Covered

by 35 U.S.C. 122

724.04(b) Materials Submitted in Reissue Applications

Open to the Public Under 37 CFR 1.11(b)

724.04(c) Materials Submitted in Reexamination File

724.05

>724.06

Open to the Public Under 37 CFR 1.11(d)
Petition To Expunge Information or Copy of
Papers in Application File

Handling of Petitions to Expunge Information
or Copy of Papers in Application File<
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701 Statutory Authority for Examina-
tion

35 U.S.C. 131. Examination of application.

The Director shall cause an examination to be made of the
application and the alleged new invention; and if on such exami-
nation it appears that the applicant is entitled to a patent under the
law, the Director shall issue a patent therefor.

The main conditions precedent to the grant of a
patent to an applicant are set forth in 35 U.S.C. 101,
102 and 103.

35 U.S.C. 101. Inventions patentable.

Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent therefor, subject
to the conditions and requirements of this title.

Form paragraph 7.04 copies 35 U.S.C. 101. See
MPEP § 706.03(a).

35 U.S.C. 100. Definitions.
When used in this title unless the context otherwise indicates -

(a) The term “invention” means invention or discovery.

(b) The term “process” means process, art, or method, and
includes a new use of a known process, machine, manufacture,
composition of matter, or material.

(c) The terms “United States” and “this country” mean the
United States of America, its territories and possessions.

(d) The word “patentee” includes not only the patentee to
whom the patent was issued but also the successors in title to the
patentee.

(e) The term “third-party requester” means a person request-
ing ex parte reexamination under section 302 or infer partes reex-
amination under section 311 who is not the patent owner.

702 Requisites of the Application [R-2]

When a new application is assigned in the Technol-
ogy Center, the examiner should review the contents
of the application to determine if the application
meets the requirements of 35 U.S.C. 111(a). Any mat-
ters affecting the filing date or abandonment of the
application, such as lack of an oath or declaration, fil-
ing fee, or claims should be checked before the appli-
cation is placed in the storage racks to await the first
action. >For Image File Wrapper (IFW) processing,
see IFW Manual sections 3.1 and 3.3.<

The examiner should be careful to see that the
application meets all the requisites set forth in MPEP
Chapter 600 both as to formal matters and as to the
completeness and clarity of the disclosure. If all of the
requisites are not met, applicant may be called upon
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for necessary amendments. Such amendments, how-
ever, must not include new matter.

702.01  Obviously Informal Cases [R-2]

When an application is reached for its first Office
action and it is then discovered to be impractical to
give a complete action on the merits because of an
informal or insufficient disclosure, the following pro-
cedure may be followed:

(A) A reasonable search should be made of the
invention so far as it can be understood from the dis-
closure, objects of invention and claims and any
apparently pertinent art cited. In the rare case in which
the disclosure is so incomprehensible as to preclude a
reasonable search, the Office action should clearly
inform applicant that no search was made;

(B) Informalities noted by the Office of Initial
Patent Examination (OIPE) and deficiencies in the
drawing should be pointed out by means of attach-
ments to the Office action (see MPEP § 707.07(a));

(C) A requirement should be made that the speci-
fication be revised to conform to idiomatic English
and United States >patent< practice;

(D) The claims should be rejected as failing to
define the invention in the manner required by
35 U.S.C. 112 if they are informal. A blanket rejec-
tion is usually sufficient.

The examiner should attempt to point out the points
of informality in the specification and claims. The
burden is on the applicant to revise the application to
render it in proper form for a complete examination.

If a number of obviously informal claims are filed
in an application, such claims should be treated as
being a single claim for fee and examination pur-
poses.

It is obviously to applicant’s advantage to file the
application with an adequate disclosure and with
claims which conform to the U.S. Patent and Trade-
mark Office usages and requirements. This should be
done whenever possible. If, however, due to the pres-
sure of a Convention deadline or other reasons, this is
not possible, applicants are urged to submit promptly,
preferably within 3 months after filing, a preliminary
amendment which corrects the obvious informalities.
The informalities should be corrected to the extent
that the disclosure is readily understood and the
claims to be initially examined are in proper form,
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particularly as to dependency, and otherwise clearly
define the invention. “New matter” must be excluded
from these amendments since preliminary amend-
ments >filed after the filing date of the application<
do not enjoy original disclosure status. See MPEP
§ 608.04(Db).

Whenever, upon examination, it is found that the
terms or phrases or modes of characterization used to
describe the invention are not sufficiently consonant
with the art to which the invention pertains, or with
which it is most nearly connected, to enable the exam-
iner to make the examination specified in 37 CFR
1.104, the examiner should make a reasonable search
of the invention so far as it can be understood from
the disclosure. The action of the examiner may be
limited to a citation of what appears to be the most
pertinent prior art found and a request that applicant
correlate the terminology of the specification with art-
accepted terminology before further action is made.

Use form paragraph 7.01 where the terminology is
such that a proper search cannot be made.

>

q 7.01 Use of Unconventional Terminology, Cannot Be
Examined

A preliminary examination of this application reveals that it
includes terminology which is so different from that which is gen-
erally accepted in the art to which this invention pertains that a
proper search of the prior art cannot be made. For example: [1]

Applicant is required to provide a clarification of these matters
or correlation with art-accepted terminology so that a proper com-
parison with the prior art can be made. Applicant should be care-
ful not to introduce any new matter into the disclosure (i.e., matter
which is not supported by the disclosure as originally filed).

A shortened statutory period for reply to this action is set to
expire ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this letter.

Examiner Note:

1. Use this or form paragraph 7.02 when a proper search cannot
be made. However, see MPEP § 702.01 which requires a reason-
able search.

2. Inbracket 1, fill in an appropriate indication of the terminol-
ogy, properties, units of data, etc. that are the problem as well as
the pages of the specification involved.

3. For the procedure to be followed when only the drawing is
informal, see MPEP §§ 608.02(a) and 608.02(b).
<

Use form paragraph 7.02 where the application is
so incomprehensible that a reasonable search cannot
be made.

Rev. 2, May 2004



703 MANUAL OF PATENT EXAMINING PROCEDURE

g 7.02 Disclosure Is Incomprehensible

The disclosure is objected to under 37 CFR 1.71, as being so
incomprehensible as to preclude a reasonable search of the prior
art by the examiner. For example, the following items are not
understood: [1]

Applicant is required to submit an amendment which clarifies
the disclosure so that the examiner may make a proper compari-
son of the invention with the prior art.

Applicant should be careful not to introduce any new matter
into the disclosure (i.e., matter which is not supported by the dis-
closure as originally filed).

A shortened statutory period for reply to this action is set to
expire ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this letter.

Examiner Note:

1. Use this form paragraph when a search cannot be made.

2. In bracket 1, indicate the page numbers and features which
are not understood.

3. See form paragraphs 6.28 and 6.30 for improper idiomatic
English.

4.  Use form paragraphs 7.31.01 — 7.31.04, as appropriate, for a
rejection of claims (when necessary) based on the deficiencies set
forth in this form paragraph.

For the procedure to be followed when only the
drawing is informal, see MPEP § 608.02(a) and
§ 608.02(b).

703 “General Information Concerning

Patents”

The booklet “General Information Concerning Pat-
ents” for use by applicants contemplating the filing or
prosecution of their own applications, may be pur-
chased from the Superintendent of Documents, U.S.
Government Printing Office, Washington, D.C.
20402. The booklet is also available from the USPTO
Web page at: http://www.uspto.gov.

704 Search and Requirements for In-
formation
704.01  Search

After reading the specification and claims, the
examiner searches the prior art. The subject of search-
ing is more fully treated in MPEP Chapter 900. See
especially MPEP § 904 through § 904.03. The inven-
tion should be thoroughly understood before a search
is undertaken. However, informal cases, or those
which can only be imperfectly understood when they
come up for action in their regular turn are also given
a search, in order to avoid piecemeal prosecution.

Rev. 2, May 2004

PREVIOUS EXAMINER’S SEARCH

When an examiner is assigned to act on an applica-
tion which has received one or more actions by some
other examiner, full faith and credit should be given to
the search and action of the previous examiner unless
there is a clear error in the previous action or knowl-
edge of other prior art. In general the second examiner
should not take an entirely new approach to the appli-
cation or attempt to reorient the point of view of the
previous examiner, or make a new search in the mere
hope of finding something. See MPEP § 719.05.

704.10 Requirements for Information

[R-2]

37 CFR 1.105. Requirements for information.

(a)(1) In the course of examining or treating a matter in a
pending or abandoned application filed under 35 U.S.C. 111 or
371 (including a reissue application), in a patent, or in a reexami-
nation proceeding, the examiner or other Office employee may
require the submission, from individuals identified under
§ 1.56(c), or any assignee, of such information as may be reason-
ably necessary to properly examine or treat the matter, for exam-
ple:

(1) Commercial databases: The existence of any particu-
larly relevant commercial database known to any of the inventors
that could be searched for a particular aspect of the invention.

(ii) Search: Whether a search of the prior art was made,
and if so, what was searched.

(iii) Related information: A copy of any non-patent litera-
ture, published application, or patent (U.S. or foreign), by any of
the inventors, that relates to the claimed invention.

(iv) Information used to draft application: A copy of any
non-patent literature, published application, or patent (U.S. or for-
eign) that was used to draft the application.

(v) Information used in invention process: A copy of any
non-patent literature, published application, or patent (U.S. or for-
eign) that was used in the invention process, such as by designing
around or providing a solution to accomplish an invention result.

(vi) Improvements: Where the claimed invention is an
improvement, identification of what is being improved.

(vii)In Use: Identification of any use of the claimed
invention known to any of the inventors at the time the application
was filed notwithstanding the date of the use.

(2) Where an assignee has asserted its right to prosecute
pursuant to § 3.71(a) of this chapter, matters such as paragraphs
(a)(1)(d), (iii), and (vii) of this section may also be applied to such
assignee.

(3) Any reply that states that the information required to
be submitted is unknown and/or is not readily available to the
party or parties from which it was requested will be accepted as a
complete reply.
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(b) The requirement for information of paragraph (a)(1) of
this section may be included in an Office action, or sent sepa-
rately.

(c) A reply, or a failure to reply, to a requirement for infor-
mation under this section will be governed by §§ 1.135 and 1.136.

An examiner or other Office employee may require
from individuals identified under 37 CFR 1.56(c), or
any assignee, the submission of such information as
may be reasonably necessary to properly examine or
treat a matter in a pending or abandoned application
filed under 35 U.S.C. 111, in a pending or abandoned
application that has entered the national stage under
35 U.S.C. 371, in a patent, or in a reexamination pro-
ceeding. The scope of 37 CFR 1.105 is extended to
any assignee because the information required may be
known to some members of the assignee even if not
known by the inventors.

The authority for the Office to make such require-
ments arises from the statutory requirements of exam-
ination pursuant to 35U.S.C. 131 and 132. An
examiner or other Office employee may make a
requirement for information reasonably necessary to
the examination or treatment of a matter in accor-
dance with the policies and practices set forth by the
Director(s) of the Technology Center or other admin-
istrative unit to which that examiner or other Office
employee reports. >See Star Fruits S.N.C. v. United
States, 280 F.Supp.2d 512, 515-16 (E.D. Va
2003)(“Beyond that which a patent applicant is duty-
bound to disclose pursuant to 37 CFR 1.56, an exam-
iner may require the production of ‘such information
as may be reasonably necessary to properly examine
or treat the matter.”””)<

704.11 What Information May Be Re-
quired

Information which may be required under
37 CFR 1.105 is that information reasonably neces-
sary to properly examine or treat a matter in a pending
or abandoned application filed under 35 U.S.C. 111
(including a reissue application), in a pending or
abandoned application that has entered the national
stage under 35 U.S.C. 371, in a patent, or in a reexam-
ination proceeding.

There must be a reasonable basis for the informa-
tion required that would aid in the examination of an
application or treatment of some matter. A require-
ment for information under 37 CFR 1.105 places a
substantial burden on the applicant that is to be mini-
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mized by clearly focusing the reason for the require-
ment and the scope of the expected response. Thus,
the scope of the requirement should be narrowly
defined, and a requirement under 37 CFR 1.105 may
only be made when the examiner has a reasonable
basis for requiring information.

INFORMATION REASONABLY NECESSARY
FOR FINDING PRIOR ART

The criteria stated in 37 CFR 1.105 for making a
requirement for information is that the information be
reasonably necessary to the examination or treatment
of a matter in an application. The information
required would typically be that necessary for finding
prior art or for resolving an issue arising from the
results of the search for art or from analysis of the
application file. A requirement for information neces-
sary for finding prior art is not a substitute for the
examiner performing a search of the relevant prior art;
the examiner must make a search of the art according
to MPEP § 704.01 and §§ 904 — 904.03.

The criteria of reasonable necessity is generally
met, e.g., where:

(A) the examiner’s search and preliminary analy-
sis demonstrates that the claimed subject matter can-
not be adequately searched by class or keyword
among patents and typical sources of non-patent liter-
ature, or

(B) either the application file or the lack of rele-
vant prior art found in the examiner’s search justifies
asking the applicant if he or she has information that
would be relevant to the patentability determination.

The first instance generally occurs where the inven-
tion as a whole is in a new area of technology which
has no patent classification or has a class with few
pieces of art that diverge substantially from the nature
of the claimed subject matter. In this situation, the
applicant is likely to be among the most knowledge-
able in the art, as evidenced by the scarcity of art, and
requiring the applicant’s information of areas of
search is justified by the need for the applicant’s
expertise.

The second instance generally occurs where
the application file, or other related applications or
publications authored by the applicant, suggests the
applicant likely has access to information necessary to
a more complete understanding of the invention and

Rev. 2, May 2004



704.11(a)

its context. In this situation, the record suggests that
the details of such information may be relevant to the
issue of patentability, and thus shows the need for
information in addition to that already submitted by
the applicant.

704.11(a) Examples of Information Rea-

sonably Required

37 CFR 1.105(a)(1)(1)-(vii) lists specific examples
of information that may be reasonably required. Other
examples, not meant to be exhaustive, of information
that may be reasonably required for examination of an
application include:

(A) The name and citation of any particularly rel-
evant indexed journal, or treatise.

(B) The trade name of any goods or services the
claimed subject matter is embodied in.

(C) The citation for, the dates initially published
and copies of any advertising and promotional litera-
ture prepared for any goods or services the claimed
subject matter has been embodied in.

(D) The citation for and copies of any journal arti-
cles describing any goods or services the claimed sub-
ject matter has been embodied in.

(E) The trade names and providers of any goods
or services in competition with the goods or services
the claimed subject matter has been embodied in.

(F) Any written descriptions or analyses, pre-
pared by any of the inventors or assignees, of goods or
services in competition with the goods or services the
claimed subject matter has been embodied in.

(G) Identification of pending or abandoned appli-
cations filed by at least one of the inventors or
assigned to the same assignee as the current applica-
tion that disclose similar subject matter that are not
otherwise identified in the current application.

(H) A reply to a matter raised in a protest under
37 CFR 1.291.

() An explanation of technical material in a pub-
lication, such as one of the inventor’s publications.

(J) The identification of changes made in a refor-
matted continuing application filed under 37 CFR
1.53(b).

(K) A mark-up for a continuation-in-part applica-
tion showing the subject matter added where there is
an intervening reference.
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(L) Comments on a new decision by the Federal
Circuit that appears on point.

(M) The publication date of an undated document
mentioned by applicant that may qualify as printed
publication prior art (35 U.S.C. 102(a) or (b)).

(N) Comments on information of record which
raises a question of whether applicant derived the
invention from another under 35 U.S.C. 102(f).

704.11(b) When May a Requirement for
Information Be Made [R-2]

A requirement for information under 37 CFR 1.105
is discretionary. A requirement may be made at any
time once the necessity for it is recognized and should
be made at the earliest opportunity after the necessity
is recognized. The optimum time for making a
requirement is prior to or with a first action on the
merits because the examiner has the maximum oppor-
tunity to consider and apply the response. Ordinarily,
a request for information should not be made with or
after a final rejection.
>

I. < PRIOR TO THE FIRST ACTION ON
THE MERITS

It may be appropriate to make a requirement for
information prior to the first action on the merits, such
as with a restriction requirement, when the examiner’s
search and preliminary analysis demonstrates that the
claimed subject matter cannot be adequately searched
by class or keyword among patents or in areas of
emerging technology where the Office has minimal
prior art.

Factors to be considered for the appropriateness of
a separate requirement for information prior to the
first action on the merits include:

(A) Whether the claimed subject matter is in a
newly established art area without a well-developed
prior art resource pool;

(B) Whether the applicant submitted an Informa-
tion Disclosure Statement;

(C) Whether the specification’s background
description adequately describes the background of
the disclosed subject matter;

(D) Whether related documents, written by an
inventor or an employee of the assignee, which were

700-8



EXAMINATION OF APPLICATIONS

not submitted, are found during the search or
described in the application file;

(E) Whether non-patent literature is referred to in
the disclosure, but a copy has not been supplied; and

(F) Whether the specification’s background of
the invention describes information as being known
or conventional, which may be considered as an
admission of prior art, but such information is unfa-
miliar to examiner and cannot be found within the
application file or from the examiner’s search, and
further details of the information would be relevant to
the question of patentability.

>

II. <WITH THE FIRST ACTION ON THE
MERITS

A requirement for information may be combined
with a first action on the merits that includes at least
one rejection, if, for example, either the application
file or the lack of relevant prior art found in the exam-
iner’s search justifies asking the applicant if he or she
has information that would be relevant to the patent-
ability determination.

It is not appropriate to make a requirement for
information based on a lack of relevant prior art with
a first action on the merits allowance or Ex parte
Quayle action.
>

III. < AFTER THE FIRST ACTION ON THE
MERITS

A requirement for information made after the first
action on the merits may be appropriate when the
application file justifies asking the applicant if he or
she has information that would be relevant to the pat-
entability determination. It is rarely appropriate to
require information because of a lack of relevant prior
art after the first action on the merits.

A requirement for information is not proper when
no further action would be taken by the examiner. The
reasonable necessity criteria for a requirement for
information implies further action by the examiner.
This means that actions in which requirements for
information necessary for examination are made
should generally be a non-final action because the
applicant’s reply must be considered and applied as
appropriate.
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Under limited circumstances, requirements under
37 CFR 1.105 may be made in an application that is
issued or abandoned. Such a requirement would nor-
mally be made only during part of some ongoing pro-
ceeding involving the issued patent or abandoned
application. Examples of proceedings when an exam-
iner or other Office employee would issue such a
request in an abandoned application include proceed-
ings to revive the abandoned application. Examples of
proceedings when an examiner or other Office
employee would issue such a request in a patent
include proceedings to change inventorship and reex-
amination proceedings.

704.12  Replies to a Requirement for

Information

Replies to requirements for information must be
complete and filed within the time period set includ-
ing any extensions. Failure to reply within the time
period set will result in the abandonment of the appli-
cation. All replies for a request for information should
be checked for completeness. Any incomplete reply
can be completed within the original time period set
including any extensions. Supplemental replies filed
after the expiration of the original period for reply
including any extensions of time must comply with all
other rules for submissions of information.

704.12(a) Relationship of Requirement for
Information to Duty of Disclo-
sure [R-2]

The duty of candor and good faith under 37 CFR
1.56 applies to the applicant’s reply to a requirement
for information under 37 CFR 1.105, and requires that
the applicant reply to a requirement under 37 CFR
1.105 with information reasonably and readily avail-
able.

37 CFR 1.56 requires parties identified in 37 CFR
1.56(c) to disclose to the Office information material
to the patentability of the claimed subject matter.
This threshold is substantially higher than that for
requiring information under 37 CFR 1.105, which is
reasonable necessity to the examination of the appli-
cation. >See, e.g., Star Fruits S.N.C. v. United States,
280 E.Supp.2d 512, 515-16 (E.D. Va 2003)(“Beyond
that which a patent applicant is duty-bound to disclose
pursuant to 37 CFR 1.56, an examiner may require the
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production of ‘such information as may be reasonably
necessary to properly examine or treat the matter.”””)<

In contrast with the applicant’s duty to disclose on
his or her own initiative information material to pat-
entability under 37 CFR 1.56, the Office has the
authority to require information reasonably necessary
to the examination or treatment of a matter in an
application. Such information may not be considered
material to patentability by applicant, hence applicant
would not be required to provide the information
under 37 CFR 1.56. The information is instead rea-
sonably necessary to determine the state of the art, the
context in which the invention is practiced, the direc-
tions in which the relevant art are advancing, the sim-
ilarity between the claimed subject matter and other
art worked on by the applicants and their assignees or
to otherwise proceed in the examination and treatment
of matters in an application.

Similar to 37 CFR 1.56, applicant is required by
37 CFR 1.105 to submit information already known,
but there is no requirement to search for information
that is unknown. Unlike 37 CFR 1.56, applicant is
required by 37 CFR 1.105 to submit information that
may not be material to patentability in itself, but that
is necessary to obtain a complete record from which a
determination of patentability may be determined.

704.12(b) What Constitutes a Complete
Reply

A complete reply to a 37 CFR 1.105 requirement is
a reply to each enumerated requirement for informa-
tion giving either the information required or a state-
ment that the information required to be submitted is
unknown and/or is not readily available to the party or
parties from which it was requested. There is no
requirement for the applicant to show that the
required information was not, in fact, readily attain-
able, but applicant is required to make a good faith
attempt to obtain the information and to make a rea-
sonable inquiry once the information is requested.

A reply stating that the information required to be
submitted is unknown and/or is not readily available
to the party or parties from which it was requested
will generally be sufficient unless, for example, it is
clear the applicant did not understand the require-
ment, or the reply was ambiguous and a more specific
answer is possible.
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704.12(c) Treatment of an Incomplete
Reply [R-2]

An incomplete reply to a 37 CFR 1.105 require-
ment in a pending application or reexamination pro-
ceeding is handled in the same manner as an
amendment not fully responsive to a non-final
*>0Office< action. See 37 CFR 1.135(c) and MPEP
§ 714.03. Where the reply is a bona fide reply, form
paragraph 7.95 may be used. Note that a 37 CFR
1.105 requirement, even absent an action on the mer-
its, is an Office action.

q 7.95 Bona Fide, Non-Responsive Amendments

The reply filed on [1] is not fully responsive to the prior Office
action because of the following omission(s) or matter(s): [2]. See
37 CFR 1.111. Since the above-mentioned reply appears to be
bona fide, applicant is given a TIME PERIOD of ONE (1)
MONTH or THIRTY (30) DAYS from the mailing date of this
notice, whichever is longer, within which to supply the omission
or correction in order to avoid abandonment. EXTENSIONS OF
THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR
1.136(a).

Examiner Note:

This practice does not apply where there has been a deliberate
omission of some necessary part of a complete reply, or where the
application is subject to a final Office action. Under such cases,
the examiner has no authority to grant an extension if the period
for reply has expired. See form paragraph 7.91.

704.13 Time Periods for Reply [R-2]

A reply, or a failure to reply, to a requirement for
information under 37 CFR 1.105 will be governed by
37 CFR 1.135 and 1.136. See MPEP § 710 ef seq.

Requirements for information under 37 CFR 1.105
made without an action on the merits should set a
shortened statutory period of two months for reply.
Applicant may extend the time period for reply up to
six months in accordance with 37 CFR 1.136(a).

Requirements sent with an *>Office< action on the
merits, and not as a separate Office action, will be
given the same period for reply as the action on the
merits.

A requirement for information under 37 CFR 1.105
is an Office action under 35 U.S.C. 132 for patent
term adjustment purposes. See MPEP § 2730 for
information pertaining to patent term adjustment.
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704.14  Making a Requirement for In-

formation

A requirement for information under 37 CFR 1.105
should be narrowly specified and limited in scope. It
is a significant burden on both the applicant and the
Office since the applicant must collect and submit the
required information and the examiner must consider
all the information that is submitted. A requirement
for information is only warranted where the benefit
from the information exceeds the burden in obtaining
information.

704.14(a) Format of the Requirement

[R-1]

The requirement must clearly indicate that a
requirement under 37 CFR 1.105 is being made, the
basis for the requirement, and what information is
being required. Requirements should specify the par-
ticular art area involved, and the particular claimed
subject matter within such art area, in which the infor-
mation is required in order to avoid overly burdening
the applicant and to avoid inviting large volumes of
information that are not relevant to the need for the
information. The requirement should also clearly indi-
cate the form the required information is expected to
take. That is, whether the requirement is for citations
and copies of individual art references, for the identi-
fication of whole collections of art, for answers to
questions, or for another specified form.

A requirement for information under 37 CFR 1.105
is generally prepared as a separate document that may
be attached to an Office action on the merits or mailed
as a stand alone action. The rule permits a require-
ment to be included within an Office action, but creat-
ing a separate document is preferable because the
existence of the requirement is immediately brought
to the attention of the recipient and it is more readily
routed by the applicant to the parties best able to
respond.

The requirement should state why the requirement
has been made and how the information is necessary
to the examination.

FORM PARAGRAPHS

The following form paragraphs should be used
when preparing a requirement for information:
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g 7.105 Requirement for Information, Heading

Applicant and the assignee of this application are required
under 37 CFR 1.105 to provide the following information that the
examiner has determined is reasonably necessary to the examina-
tion of this application.

Examiner Note:

1. This form paragraph should appear at the beginning of any
requirement for information under 37 CFR 1.105, and should be
followed by an explanation of why the required information is
necessary for examination. Form paragraphs 7.106 — 7.121 may
be used as appropriate.

2. The requirement for information should conclude with form
paragraphs 7.122 — 7.126 as appropriate.

The following form paragraphs should be used as
appropriate where the information required pertains to
a search for prior art, or to citations and/or copies of
publications:

q 7.106 Domain of Search

The information is required to extend the domain of search for
prior art. Limited amounts of art related to the claimed subject
matter are available within the Office, and are generally found in
class [1] and subclasses [2], which describe [3]. A broader range
of art to search is necessary to establish the level of knowledge of
those of ordinary skill in the claimed subject matter art of [4].

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 4, insert a description of the art claimed but not
found in the classification system.

q 7.107 Level of Skill and Knowledge in the Art
The information is required to document the level of skill and
knowledge in the art of [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.108 Background Description
The information is required to complete the background
description in the disclosure by documenting [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.109 Products and Services Embodying Invention

The information is required to identify products and services
embodying the disclosed subject matter of [1] and identify the
properties of similar products and services found in the prior art.

Examiner Note:

Rev. 2, May 2004



704.14(a)

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

**>

q 7.110 Art Suggested as Relevant
The information is required to enter in the record the art sug-
gested by the applicant as relevant to this examination in [1].

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 1, describe where in the application file applicant
suggests that the art is relevant, e.g., the specification and the rele-
vant page thereof, or a paper received in the Office on a specified
date and the relevant page thereof.

<

q 7.111 List of Keywords

In response to this requirement, please provide a list of key-
words that are particularly helpful in locating publications related
to the disclosed art of [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.112 Citations for Electronically Searchable Databases
or Other Indexed Collections

In response to this requirement, please provide a list of cita-
tions to electronically searchable databases or other indexed col-
lections containing publications that document the knowledge
within the disclosed art of [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

**>

q 7.113 Copy of Art Referred to in the Disclosure, But Not
Submitted

In response to this requirement, please provide a copy of each
of the following items of art referred to in the [1].

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 1, describe where in the application file applicant
refers to art that has not been previously submitted, e.g., the spec-
ification and the relevant page thereof, or a paper received in the
Office on a specified date and the relevant page thereof.

<
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q 7.114 Copies of Publications Authored by Inventor(s)

In response to this requirement, please provide copies of each
publication which any of the applicants authored or co-authored
and which describe the disclosed subject matter of [1].

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

q 7.115 Art Relied Upon for Description of Prior Art

In response to this requirement, please provide the title, cita-
tion and copy of each publication that is a source used for the
description of the prior art in the disclosure. For each publication,
please provide a concise explanation of that publication’ s contri-
bution to the description of the prior art.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. This requirement is limited in that only those documents
actually relied on, rather than documents believed to be relevant,
are required.

q 7.116 Art Relied Upon for Development of Invention

In response to this requirement, please provide the title, cita-
tion and copy of each publication that any of the applicants relied
upon to develop the disclosed subject matter that describes the
applicant’s invention, particularly as to developing [1]. For each
publication, please provide a concise explanation of the reliance
placed on that publication in the development of the disclosed
subject matter.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. This requirement is limited in that only those documents
actually relied on, rather than documents believed to be relevant,
are required.

3. Inbracket 1, insert a description of the most important inven-
tive elements.

**>

q 7.117 Art Relied Upon for Drafting Claimed Subject
Matter

In response to this requirement, please provide the title, cita-
tion and copy of each publication that was relied upon to draft the
claimed subject matter. For each publication, please provide a
concise explanation of the reliance placed on that publication in
distinguishing the claimed subject matter from the prior art.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.
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2. This requirement is limited in that only those documents
actually relied on, rather than documents believed to be relevant,
are required.

<

q 7.118 Results of Applicant’s Prior Art Search

In response to this requirement, please state whether any
search of prior art was performed. If a search was performed,
please state the citation for each prior art collection searched. If
any art retrieved from the search was considered material to dem-
onstrating the knowledge of a person having ordinary skill in the
art to the disclosed [1], please provide the citation for each piece
of art considered and a copy of the art.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 1, describe the subject matter for which art is
required.

q 7.119 Names of Products or Services Incorporating
Claimed Invention

In response to this requirement, please provide the names of
any products or services that have incorporated the claimed sub-
ject matter.

Examiner Note:

This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

g 7.120 Names of Products or Services Incorporating
Disclosed Prior Art

In response to this requirement, please provide the names of
any products or services that have incorporated the disclosed prior
art [1].

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. In bracket 1, specify the attributes of the prior art that most
closely approximate the claimed subject matter to narrow the
focus of the reply.

q 7.121 Details of Improvement Over the Prior Art

In response to this requirement, please state the specific
improvements of the subject matter in claims [1] over the dis-
closed prior art and indicate the specific elements in the claimed
subject matter that provide those improvements. For those claims
expressed as means or steps plus function, please provide the spe-
cific page and line numbers within the disclosure which describe
the claimed structure and acts.

Examiner Note:
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This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

The following form paragraphs should appear at the
end of the requirement for information, as appropri-
ate:

q 7.122 Submission of Only Pertinent Pages Where
Document is Large

In responding to those requirements that require copies of doc-
uments, where the document is a bound text or a single article
over 50 pages, the requirement may be met by providing copies of
those pages that provide the particular subject matter indicated in
the requirement, or where such subject matter is not indicated, the
subject matter found in applicant’s disclosure.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 — 7.126
as appropriate.

2. Use this form paragraph where the scope of the requirement
for information specifically includes copies of publications.

q 7.123 Waiver of Fee and Statement Requirements for
Certain Information Disclosures

The fee and certification requirements of 37 CFR 1.97 are
waived for those documents submitted in reply to this require-
ment. This waiver extends only to those documents within the
scope of the requirement under 37 CFR 1.105 that are included in
the applicant’s first complete communication responding to this
requirement. Any supplemental replies subsequent to the first
communication responding to this requirement and any informa-
tion disclosures beyond the scope of this requirement under 37
CFR 1.105 are subject to the fee and certification requirements of
37 CFR 1.97 where appropriate.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraph 7.124 and either
form paragraph 7.125 or 7.126 as appropriate.

2. Use this form paragraph where the scope of the requirement
for information specifically includes citations to and/or copies of
publications.

q 7.124 Contents of Good Faith Reply

The applicant is reminded that the reply to this requirement
must be made with candor and good faith under 37 CFR 1.56.
Where the applicant does not have or cannot readily obtain an
item of required information, a statement that the item is unknown
or cannot be readily obtained will be accepted as a complete reply
to the requirement for that item.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraph 7.125 or 7.126
as appropriate.

2. This form paragraph should appear in the conclusion of any
requirement for information.

Rev. 2, May 2004



704.14(b)

q 7.125 Conclusion of Requirement That Accompanies
Office Action

This requirement is an attachment of the enclosed Office
action. A complete reply to the enclosed Office action must
include a complete reply to this requirement. The time period for
reply to this requirement coincides with the time period for reply
to the enclosed Office action.

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should appear at the conclusion of any requirement for
information that accompanies an Office action. If the requirement
for information is mailed without any other Office action, use
form paragraph 7.126 instead.

2. Form paragraph 7.127 should appear at the end of any Office
action that includes an attached requirement for information.

q 7.126 Conclusion Of Requirement Mailed Without Any
Other Office Action

This requirement is subject to the provisions of 37 CFR 1.134,
1.135 and 1.136 and has a shortened statutory period of [1]
months. EXTENSIONS OF THIS TIME PERIOD MAY BE
GRANTED UNDER 37 CFR 1.136(a).

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.105, and should appear at the conclusion of any requirement for
information mailed without any other Office action. If the require-
ment for information is mailed an Office action, use form para-
graph 7.125 instead .

2. The period for reply is ordinarily set for 2 months.

q 7.127 Conclusion of Office Action That Includes
Requirement

This Office action has an attached requirement for information
under 37 CFR 1.105. A complete reply to this Office action must
include a complete reply to the attached requirement for informa-
tion. The time period for reply to the attached requirement coin-
cides with the time period for reply to this Office action.

Examiner Note:
This form paragraph should appear at the end of any Office
action that includes an attached requirement for information.

704.14(b) Examiner’s Obligation Follow-

ing Applicant’s Reply [R-2]

The examiner must consider the information sub-
mitted with the applicant’s reply and apply the infor-
mation as the examiner deems appropriate. This
obligation arises from the examiner’s assertion that
the information is necessary to the examination in
making the requirement.

Information constituting identification of areas of
search must be considered and the examiner must
indicate which areas were used and which areas were
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not used in performing a search. This indication may
be placed in the file wrapper search notes, or may be
made by notations on the applicant’s reply, with the
examiner’s initials and date, and with a notation in the
file wrapper search notes that searching based on the
37 CFR 1.105 requirement was made according to the
notes on the applicant’s reply. >For Image File Wrap-
per (IFW) processing, see IFW Manual section 3.7.<

Information constituting answers to queries posed
by the examiner or another Office employee must be
considered, and the record must indicate that the
answers were considered. This indication may be
made minimally by indicating “Considered” with the
initials and date of the person making such consider-
ation on the reply. >For Image File Wrapper (IFW)
processing, see IFW Manual section 3.7.<

Art that is submitted in response to a 37 CFR 1.105
requirement must be considered, at least to the extent
that art submitted with an Information Disclosure
Statement under 37 CFR 1.97 and 1.98 is considered.
See MPEP § 609. If the applicant provides a written
list of citations for the art submitted with a reply to a
37 CFR 1.105 requirement, an examiner must indicate
on that list which art has been considered and which
art has not been considered, in the same manner as
with an Information Disclosure Statement under
37CFR 1.97 and 1.98. >For Image File Wrapper
(IFW) processing, see IFW Manual section 3.7.< If
the applicant provides no such list, there is no require-
ment for the examiner to prepare such a list or other-
wise make the submitted art of record unless the
examiner relies on such art in a rejection.

It is never appropriate to deny considering informa-
tion that is submitted in reply to, and is within the
scope of, a requirement under 37 CFR 1.105. How-
ever, information that is beyond the scope of a
37 CFR 1.105 requirement, submitted along with
information responding to a requirement under
37 CFR 1.105, need not be considered unless the sub-
mission of such art conforms to the provisions of
37 CFR 1.97 and 1.98, and MPEP § 609. The criteria
for measuring the scope of a 37 CFR 1.105 require-
ment is the plain meaning of the text of the require-
ment. For this reason, it is essential that the scope of
information required be carefully specified. If art
which is beyond the scope of a 37 CFR 1.105 require-
ment is submitted in accordance with the provisions
of 37 CFR 1.97 and 1.98, and MPEP § 609, such art
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must be considered according to the provisions of
37 CFR 1.97 and 37 CFR 1.98.

704.14(c) Petitions to Requirements Un-

der 37 CFR 1.105

Applicants who seek to have a requirement under
37 CFR 1.105 withdrawn or modified, or who seek to
have information submitted under 37 CFR 1.105 con-
sidered, may submit a petition under 37 CFR 1.181 to
the Director of the Technology Center in which the
requirement was issued. However, a petition is not a
reply to a 37 CFR 1.105 requirement. The time period
for the applicant to reply to the 37 CFR 1.105 require-
ment continues to run, even where a petition has been
submitted.

704.14(d) Relationship to Information

Disclosure Statements

The initial reply, if responsive to the requirement
for information under 37 CFR 1.105 and submitted
within the original time period for reply including any
extensions of time, does not have to satisfy the fee
and/or certification requirements of 37 CFR 1.97 and
1.98. Applicant should list the references on a copy of
Form PTO-1449 or PTO/SB/0S8 to have the citations
entered in the record. Any replies made subsequent to
the initial reply must meet the provisions of 37 CFR
1.97 and 1.98 as appropriate.

Any submission of art beyond the scope of a
requirement for information under 37 CFR 1.105 is a
submission of art under 37 CFR 1.97 and 1.98 and
MPEP § 609, and must meet the provisions of 37 CFR
1.97 and 1.98 for the art to be considered.

Where information is submitted in a reply to a
requirement under 37 CFR 1.105, the examiner may
NOT make the next Office action relying on that
art final unless all instances of the application of such
art are necessitated by amendment. This section
explicitly distinguishes the practice following a reply
under 37 CFR 1.105 from the practice in MPEP § 609
(paragraph B(2)) and MPEP § 706.07(a) following a
submission of an Information Disclosure Statement

under 37 CFR 1.97 and 1.98.
705  Patentability Reports

Where an application, properly assigned to one
Technology Center (TC), is found to contain one or
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more claims, per se, classifiable in one or more other
TCs, which claims are not divisible inter se or from
the claims which govern classification of the applica-
tion in the first TC, the application may be referred to
the other TC(s) concerned for a report as to the patent-
ability of certain designated claims. This report is
known as a Patentability Report (P.R.) and is signed
by the primary examiner in the reporting TC.

The report, if legibly written, need not be typed.

Note that the Patentability Report practice is only
to be used in extraordinary circumstances. See MPEP
§ 705.01(e).

705.01 Instructions re Patentability Re-

ports [R-2]

When an application comes up for any action and
the primary examiners involved (i.e., from both the
requesting and the requested Technology Center
(TC)) agree that a Patentability Report is necessary,
and if the TC Director of the requesting TC approves,
the application is forwarded to the proper TC with a
memorandum attached, for instance, “For Patentabil-
ity Report from TC -- as to claims --.” >For Image
File Wrapper (IFW) processing, see IFW Manual.<

705.01(a) Nature of P.R., Its Use and Dis-
posal [R-2]

The primary examiner in the Technology Center
(TC) from which the Patentability Report is
requested, if he or she approves the request, will
direct the preparation of the Patentability Report. This
Patentability Report is written or typed on a memo-
randum form and will include the citation of all perti-
nent references and a complete action on all claims
involved. The field of search covered should be
endorsed on the file wrapper by the examiner making
the report. >For Image File Wrapper (IFW) process-
ing, see IFW Manual.< When an examiner to whom
an application has been forwarded for a Patentability
Report is of the opinion that final action is in order as
to the referred claims, he or she should so state. The
Patentability Report when signed by the primary
examiner in the reporting TC will be returned to the
TC to which the application is regularly assigned and
placed in the file wrapper.
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The examiner preparing the Patentability Report
will be entitled to receive an explanation of the disclo-
sure from the examiner to whom the case is assigned
to avoid duplication of work.

If the primary examiner in a reporting TC is of the
opinion that a Patentability Report is not in order, he
or she should so advise the primary examiner in the
forwarding TC.
>

I < DISAGREEMENT AS TO CLASSIFICA-
TION

Conflict of opinion as to classification may be
referred to a patent classifier for decision.

If the primary examiner in the TC having jurisdic-
tion of the application agrees with the Patentability
Report, he or she should incorporate the substance
thereof in his or her action, which action will be com-
plete as to all claims. The Patentability Report in such
a case is not given a paper number but is allowed to
remain in the file until the application is finally dis-
posed of by allowance or abandonment, at which time
it should be removed. >For Image File Wrapper
(IFW) processing, see IFW Manual.<
>

II. < DISAGREEMENT ON PATENTABIL-
ITY REPORT

If the primary examiner does not agree with the
Patentability Report or any portion thereof, he or she
may consult with the primary examiner responsible
for the report. If agreement as to the resulting action
cannot be reached, the primary examiner having juris-
diction of the application need not rely on the Patent-
ability Report but may make his or her own action on
the referred claims, in which case the Patentability
Report should be removed from the file.
>

III. < APPEAL TAKEN

When an appeal is taken from the rejection of
claims, all of which are examinable in the TC prepar-
ing a Patentability Report, and the application is oth-
erwise allowable, formal transfer of the application to
said TC should be made for the purpose of appeal
only. >For Image File Wrapper (IFW) processing, see
IFW Manual section 3.1.< The receiving TC will take
jurisdiction of the application and prepare the exam-
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iner’s answer. At the time of allowance, the applica-
tion may be sent to issue by said TC with its
classification determined by the controlling claims
remaining in the application.

705.01(b) Sequence of Examination

In the event that the supervisory patent examiners
concerned in a P.R. case cannot agree as to the order
of examination by their Technology Centers (TCs),
the supervisory patent examiner having jurisdiction of
the application will direct that a complete search be
made of the art relevant to his or her claims prior to
referring the application to another TC for report. The
TC to which the application is referred will be advised
of the results of this search.

If the supervisory patent examiners are of the opin-
ion that a different sequence of search is expedient,
the order of search should be correspondingly modi-
fied.

705.01(c) Counting and Recording P.R.s

The forwarding of the application for a Patentabil-
ity Report is not to be treated as a transfer by the for-
warding Technology Center (TC). When the P.R. is
completed and the application is ready for return to
the forwarding TC, it is not counted either as a receipt
or action by transfer. Credit, however, is given for the
time spent.

The date status of the application in the reporting
TC will be determined on the basis of the dates in the
TC of original jurisdiction. To ensure orderly progress
in the reported dates, a timely reminder should be fur-
nished to the TC making the P.R.

705.01(d) Duplicate Prints of Drawings
[R-2]

In Patentability Report applications having draw-
ings, the examiner to whom the case is assigned will
furnish to the Technology Center (TC) to which the
application is referred, prints of such sheets of the
drawings as are applicable, for interference search
purposes. >For Image File Wrapper (IFW) process-
ing, see IFW Manual section 3.1.< That this has been
done may be indicated by a pencil notation on the file
wrapper. >For Image File Wrapper (IFW) processing,
see IFW Manual.<
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When an application that has had Patentability
Report prosecution is passed for issue or becomes
abandoned, NOTIFICATION of this fact will AT
ONCE be given by the TC having jurisdiction of the
application to each TC that submitted a Patentability
Report. The examiner of each such reporting TC will
note the date of allowance or abandonment on the
duplicate set of prints. At such time as these prints
become of no value to the reporting TC, they may be
destroyed.

705.01(e) Limitation as to Use [R-2]

The above outlined Patentability Report practice is
not obligatory and should be resorted to only where it
will save total examiner time or result in improved
quality of action due to specialized knowledge. A sav-
ing of total examiner time that is required to give a
complete examination of an application is of primary
importance. Patentability Report practice is based on
the proposition that when plural, indivisible inven-
tions are claimed, in some instances either less time is
required for examination, or the results are of better
quality, when specialists on each character of the
claimed invention treat the claims directed to their
specialty. However, in many instances a single exam-
iner can give a complete examination of as good qual-
ity on all claims, and in less total examiner time than
would be consumed by the use of the Patentability
Report practice.

Where claims are directed to the same character of
invention but differ in scope only, prosecution by Pat-
entability Report is never proper.

Exemplary situation where Patentability Reports
are ordinarily not proper are as follows:

(A) Where the claims are related as a manufactur-
ing process and a product defined by the process of
manufacture. The examiner having jurisdiction of the
process can usually give a complete, adequate exami-
nation in less total examiner time than would be con-
sumed by the use of a Patentability Report.

(B) Where the claims are related as product and a
process which involves merely the fact that a product
having certain characteristics is made. The examiner
having jurisdiction of the product can usually make a
complete and adequate examination.

(C) Where the claims are related as a combination
distinguished solely by the characteristics of a sub-
combination and such subcombination, per se. The
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examiner having jurisdiction of the subcombination
can usually make a complete and adequate examina-
tion.

Where it can be shown that a Patentability Report
will save total examiner time, one is permitted with
the approval of the Director of the Technology Center
to which the application is assigned. The “Approved”
stamp should be impressed on the memorandum
requesting the Patentability Report. >For Image File
Wrapper (IFW) processing, see IFW Manual.<

705.01(f) Interviews With Applicants

In situations where an interview is held on an appli-
cation in which a Patentability Report has been
adopted, the reporting Technology Center may be
called on for assistance at the interview when it con-
cerns claims treated by them. See MPEP § 713 to
§ 713.10 regarding interviews in general.

706  Rejection of Claims [R-2]

After the application has been read and the claimed
invention understood, a prior art search for the
claimed invention is made. With the results of the
prior art search, including any references provided by
the applicant, the patent application should be
reviewed and analyzed in conjunction with the state
of the prior art to determine whether the claims define
a useful, novel, nonobvious, and enabled invention
that has been clearly described in the specification.
The goal of examination is to clearly articulate any
rejection early in the prosecution process so that the
applicant has the opportunity to provide evidence of
patentability and otherwise reply completely at the
earliest opportunity. The examiner then reviews all
the evidence, including arguments and evidence
responsive to any rejection, before issuing the next
Office action. Where the examiner determines that
information reasonably necessary for the examination
should be required from the applicant under 37 CFR
1.105, such a requirement should generally be made
either prior to or with the first Office action on the
merits and should follow the procedures in MPEP
§ 704.10 et seq.

Although this part of the Manual explains the pro-
cedure in rejecting claims, the examiner should never
overlook the importance of his or her role in allowing
claims which properly define the invention.
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37 CFR 1.104. Nature of examination.

T

(c) Rejection of claims.
(1) If the invention is not considered patentable, or not

considered patentable as claimed, the claims, or those considered
unpatentable will be rejected.

(2) In rejecting claims for want of novelty or for obvious-
ness, the examiner must cite the best references at his or her com-
mand. When a reference is complex or shows or describes
inventions other than that claimed by the applicant, the particular
part relied on must be designated as nearly as practicable. The
pertinence of each reference, if not apparent, must be clearly
explained and each rejected claim specified.

(3) In rejecting claims the examiner may rely upon
admissions by the applicant, or the patent owner in a reexamina-
tion proceeding, as to any matter affecting patentability and, inso-
far as rejections in applications are concerned, may also rely upon
facts within his or her knowledge pursuant to paragraph (d)(2) of
this section.

(4) Subject matter which is developed by another person
which qualifies as prior art only under 35 U.S.C. 102(f) or (g) may
be used as prior art under 35 U.S.C. 103 against a claimed inven-
tion unless the entire rights to the subject matter and the claimed
invention were commonly owned by the same person or organiza-
tion or subject to an obligation of assignment to the same person
or organization at the time the claimed invention was made.

(5) The claims in any original application naming an
inventor will be rejected as being precluded by a waiver in a pub-
lished statutory invention registration naming that inventor if the
same subject matter is claimed in the application and the statutory
invention registration. The claims in any reissue application nam-
ing an inventor will be rejected as being precluded by a waiver in
a published statutory invention registration naming that inventor if
the reissue application seeks to claim subject matter:

(i) Which was not covered by claims issued in the
patent prior to the date of publication of the statutory invention
registration; and

(ii)) Which was the same subject matter waived in the
statutory invention registration.

stk
>

I < UNIFORM APPLICATION
PATENTABILITY STANDARD

OF THE

The standards of patentability applied in the exami-
nation of claims must be the same throughout the
Office. In every art, whether it be considered “com-
plex,” “newly developed,” “crowded,” or “competi-
tive,” all of the requirements for patentability (e.g.,
novelty, usefulness and unobviousness, as provided in
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35 U.S.C. 101, 102, and 103) must be met before a
claim is allowed. The mere fact that a claim recites in
detail all of the features of an invention (i.e., is a “pic-
ture” claim) is never, in itself, justification for the
allowance of such a claim.

An application should not be allowed, unless and
until issues pertinent to patentability have been raised
and resolved in the course of examination and prose-
cution, since otherwise the resultant patent would not
justify the statutory presumption of validity (35
U.S.C. 282), nor would it “strictly adhere” to the
requirements laid down by Congress in the 1952 Act
as interpreted by the Supreme Court. The standard to
be applied in all cases is the “preponderance of the
evidence” test. In other words, an examiner should
reject a claim if, in view of the prior art and evidence
of record, it is more likely than not that the claim is
unpatentable.

>

II. < DEFECTS IN FORM OR OMISSION OF
A LIMITATION; CLAIMS OTHERWISE
ALLOWABLE

When an application discloses patentable subject
matter and it is apparent from the claims and the
applicant's arguments that the claims are intended to
be directed to such patentable subject matter, but the
claims in their present form cannot be allowed
because of defects in form or omission of a limitation,
the examiner should not stop with a bare objection or
rejection of the claims. The examiner’s action should
be constructive in nature and when possible should
offer a definite suggestion for correction.

>

III. < PATENTABLE SUBJECT MATTER DIS-
CLOSED BUT NOT CLAIMED

If the examiner is satisfied after the search has been
completed that patentable subject matter has been dis-
closed and the record indicates that the applicant
intends to claim such subject matter, he or she may
note in the Office action that certain aspects or fea-
tures of the patentable invention have not been
claimed and that if properly claimed such claims may
be given favorable consideration.
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>

IV. < RECONSIDERATION OF CLAIMS AF-
TER REPLY BY APPLICANT

37 CFR 1.112. Reconsideration before final action.

After reply by applicant or patent owner (§ 1.111 or § 1.945) to
a non-final action and any comments by an inter partes reexami-
nation requester (§ 1.947), the application or the patent under
reexamination will be reconsidered and again examined. The
applicant, or in the case of a reexamination proceeding the patent
owner and any third party requester, will be notified if claims are
rejected, objections or requirements made, or decisions favorable
to patentability are made, in the same manner as after the first
examination (§ 1.104). Applicant or patent owner may reply to
such Office action in the same manner provided in § 1.111 or
§ 1.945, with or without amendment, unless such Office action
indicates that it is made final (§ 1.113) or an appeal (§ 1.191) has
been taken (§ 1.116), or in an inter partes reexamination, that it is
an action closing prosecution (§ 1.949) or a right of appeal notice
(8 1.953).

37 CFR 1.112 provides for the reconsideration and
continued examination of an application or a patent
under reexamination after reply by the applicant or
the patent owner. If claims are rejected, or objections
or requirements made, applicant or patent owner will
be notified in the same manner as after the first exam-
ination. Applicant or patent owner may reply to such
Office action in the same manner provided in 37 CFR
1.111 or 37 CFR 1.945, with or without amendment,
unless such Office action indicates that it is made
final (37 CFR 1.113), or an appeal under 37 CFR
1.191 has been taken (37 CFR 1.116), or in an inter
partes reexamination, that it is an action closing pros-
ecution (37 CFR 1.949) or a right of appeal notice (37
CFR 1.953). Once an appeal has been taken in an
application, any amendment is subject to the provi-
sions of 37 CFR 1.116(b) and (c), even if the appeal is
in reply to a non-final Office action.
>

V. < REJECTIONS IN STATUTORY INVEN-
TION REGISTRATIONS

See MPEP Chapter 1100 for rejection of claims in
an application for a Statutory Invention Registration.

706.01 Contrasted With Objections
[R-2]

The refusal to grant claims because the subject mat-
ter as claimed is considered unpatentable is called a
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“rejection.” The term “rejected” must be applied to
such claims in the examiner’s action. If the form of
the claim (as distinguished from its substance) is
improper, an “objection” is made. An example of a
matter of form as to which objection is made is depen-
dency of a claim on a rejected claim, if the dependent
claim is otherwise allowable. See MPEP § 608.01(n).
The practical difference between a rejection and an
objection is that a rejection, involving the merits of
the claim, is subject to review by the Board of Patent
Appeals and Interferences, while an objection, if per-
sisted, may be reviewed only by way of petition to the
*>Director of the USPTO<.

Similarly, the Board will not hear or decide issues
pertaining to objections and formal matters which are
not properly before the Board. These formal matters
should not be combined in appeals to the Board.

706.02 Rejection on Prior Art [R-2]

35 U.S.C. 102. Conditions for patentability; novelty and
loss of right to patent.
A person shall be entitled to a patent unless —

(a) the invention was known or used by others in this coun-
try, or patented or described in a printed publication in this or a
foreign country, before the invention thereof by the applicant for
patent, or

(b) the invention was patented or described in a printed pub-
lication in this or a foreign country or in public use or on sale in
this country, more than one year prior to the date of the applica-
tion for patent in the United States, or

(c) he has abandoned the invention, or

(d) the invention was first patented or caused to be patented,
or was the subject of an inventor’s certificate, by the applicant or
his legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application
for patent or inventor’s certificate filed more than twelve months
before the filing of the application in the United States, or

(e) the invention was described in — (1) an application for
patent, published under section 122(b), by another filed in the
United States before the invention by the applicant for patent or
(2) a patent granted on an application for patent by another filed in
the United States before the invention by the applicant for patent,
except that an international application filed under the treaty
defined in section 351(a) shall have the effects for the purposes of
this subsection of an application filed in the United States only if
the international application designated the United States and was
published under Article 21(2) of such treaty in the English lan-
guage; or

() he did not himself invent the subject matter sought to be
patented, or

(g)(1)during the course of an interference conducted under
section 135 or section 291, another inventor involved therein
establishes, to the extent permitted in section 104, that before such
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person’s invention thereof the invention was made by such other
inventor and not abandoned, suppressed, or concealed, or (2)
before such person’s invention thereof, the invention was made in
this country by another inventor who had not abandoned, sup-
pressed, or concealed it. In determining priority of invention
under this subsection, there shall be considered not only the
respective dates of conception and reduction to practice of the
invention, but also the reasonable diligence of one who was first
to conceive and last to reduce to practice, from a time prior to con-
ception by the other.

35 U.S.C. 103. Conditions for patentability;, non-obvious
subject matter.

(a) A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102 of
this title, if the differences between the subject matter sought to be
patented and the prior art are such that the subject matter as a
whole would have been obvious at the time the invention was
made to a person having ordinary skill in the art to which said sub-
ject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

(b)(1)Notwithstanding subsection (a), and upon timely elec-
tion by the applicant for patent to proceed under this subsection, a
biotechnological process using or resulting in a composition of
matter that is novel under section 102 and nonobvious under sub-
section (a) of this section shall be considered nonobvious if-

(A) claims to the process and the composition of matter
are contained in either the same application for patent or in sepa-
rate applications having the same effective filing date; and

(B) the composition of matter, and the process at the time
it was invented, were owned by the same person or subject to an
obligation of assignment to the same person.

(2) A patent issued on a process under paragraph (1)-

(A) shall also contain the claims to the composition of
matter used in or made by that process, or

(B) shall, if such composition of matter is claimed in
another patent, be set to expire on the same date as such other
patent, notwithstanding section 154.

(3) For purposes of paragraph (1), the term “biotechno-
logical process” means-

(A) a process of genetically altering or otherwise
inducing a single- or multi-celled organism to-
(1) express an exogenous nucleotide sequence,
(ii) inhibit, eliminate, augment, or alter expression
of an endogenous nucleotide sequence, or
(iii) express a specific physiological characteristic
not naturally associated with said organism;
(B) cell fusion procedures yielding a cell line that
expresses a specific protein, such as a monoclonal antibody; and
(C) amethod of using a product produced by a process
defined by subparagraph (A) or (B), or a combination of subpara-
graphs (A) and (B).

(c) Subject matter developed by another person, which qual-
ifies as prior art only under one or more of subsections (e), (f), and
(g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same
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person or subject to an obligation of assignment to the same per-
son.

By far the most frequent ground of rejection is on
the ground of unpatentability in view of the prior art,
that is, that the claimed subject matter is either not
novel under 35 U.S.C. 102, or else it is obvious under
35 U.S.C. 103. The language to be used in rejecting

claims should be wunequivocal. See MPEP
§ 707.07(d).
>

I. < CHOICE OF PRIOR ART; BEST
AVAILABLE

Prior art rejections should ordinarily be confined
strictly to the best available art. Exceptions may prop-
erly be made, for example, where:

(A) the propriety of a 35 U.S.C. 102 or 103 rejec-
tion depends on a particular interpretation of a claim;

(B) a claim is met only in terms by a reference
which does not disclose the inventive concept
involved; or

(C) the most pertinent reference seems likely to
be antedated by a 37 CFR 1.131 affidavit or declara-
tion.

Such rejections should be backed up by the best
other art rejections available. Merely cumulative
rejections, i.e., those which would clearly fall if the
primary rejection were not sustained, should be
avoided.

See also MPEP § 707.05.
>

II. < RELIANCE UPON ABSTRACTS AND
FOREIGN LANGUAGE DOCUMENTS IN
SUPPORT OF A REJECTION

Prior art uncovered in searching the claimed subject
matter of a patent application often includes English
language abstracts of underlying documents, such as
technical literature or foreign patent documents which
may not be in the English language. When an abstract
is used to support a rejection, the evidence relied upon
is the facts contained in the abstract, not additional
facts that may be contained in the underlying full text
document. Citation of and reliance upon an abstract
without citation of and reliance upon the underlying
scientific document is generally inappropriate where
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both the abstract and the underlying document are
prior art. See Ex parte Jones, 62 USPQ2d 1206, 1208
(Bd. Pat. App. & Inter. 2001) (unpublished).

To determine whether both the abstract and the
underlying document are prior art, a copy of the
underlying document must be obtained and analyzed.
If the document is in a language other than English
and the examiner seeks to rely on that document, a
translation must be obtained so that the record is clear
as to the precise facts the examiner is relying upon in
support of the rejection. The record must also be clear
as to whether the examiner is relying upon the
abstract or the full text document to support a rejec-
tion. The rationale for this is several-fold. It is not
uncommon for a full text document to reveal that the
document fully anticipates an invention that the
abstract renders obvious at best. The converse may
also be true, that the full text document will include
teachings away from the invention that will preclude
an obviousness rejection under 35 U.S.C. 103, when
the abstract alone appears to support the rejection. An
abstract can have a different effective publication date
than the full text document. Because all patentability
determinations are fact dependent, obtaining and con-
sidering full text documents at the earliest practicable
time in the examination process will yield the fullest
available set of facts upon which to determine patent-
ability, thereby improving quality and reducing pen-
dency.

When both the abstract and the underlying docu-
ment qualify as prior art, the underlying document
should normally be used to support a rejection. In lim-
ited circumstances, it may be appropriate for the
examiner to make a rejection in a non-final Office
action based in whole or in part on the abstract only
without relying on the full text document. In such cir-
cumstances, the full text document and a translation
(if not in English) may be supplied in the next Office
action. Whether the next Office action may be made
final is governed by MPEP § 706.07(a).

>

III. < REEXAMINATION

For scope of rejections in >ex parte< reexamina-
tion proceedings>,< see MPEP § 2258 >and in inter
partes reexamination, see MPEP § 2658<.
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>

IV. < DISTINCTION BETWEEN 35 U.S.C. 102
AND 103

The distinction between rejections based on
35U.S.C. 102 and those based on 35 U.S.C. 103
should be kept in mind. Under the former, the claim is
anticipated by the reference. No question of obvious-
ness is present. In other words, for anticipation under
35 U.S.C. 102, the reference must teach every aspect
of the claimed invention either explicitly or impliedly.
Any feature not directly taught must be inherently
present. Whereas, in a rejection based on 35 U.S.C.
103, the reference teachings must somehow be modi-
fied in order to meet the claims. The modification
must be one which would have been obvious to one of
ordinary skill in the art at the time the invention was
made. See MPEP § 2131 - § 2146 for guidance on pat-
entability determinations under 35 U.S.C. 102 and
103.

>

V. < DETERMINING THE EFFECTIVE FIL-
ING DATE OF THE APPLICATION

The effective filing date of a U.S. application may
be determined as follows:

(A) If the application is a continuation or divi-
sional of one or more earlier U.S. applications or
international applications and if the requirements of
35 U.S.C. 120 and 365(c), respectively, have been sat-
isfied, the effective filing date is the same as the earli-
est filing date in the line of continuation or divisional
applications.

(B) If the application is a continuation-in-part of
an earlier U.S. application or international applica-
tion, any claims in the new application not supported
by the specification and claims of the parent applica-
tion have an effective filing date equal to the filing
date of the new application. Any claims which are
fully supported under 35 U.S.C. 112 by the earlier
parent application have the effective filing date of that
earlier parent application.

(C) If the application claims foreign priority
under 35 U.S.C. 119(a)-(d) or 365(a), the effective fil-
ing date is the filing date of the U.S. application,
unless situation (A) or (B) as set forth above applies.
The filing date of the foreign priority document is not
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the effective filing date, although the filing date of the
foreign priority document may be used to overcome
certain references. See MPEP § 706.02(b) and
§ 2136.05.

(D) If the application properly claims benefit
under 35 U.S.C. 119(e) to a provisional application,
the effective filing date is the filing date of the provi-
sional application for any claims which are fully sup-
ported under the first paragraph of 35 U.S.C. 112 by
the provisional application.

See MPEP § 1893.03(b) for determining the effec-
tive filing date of an application under 35 U.S.C. 371.
See MPEP § 201.11(a) and § 1895 for additional
information on determining the effective filing date of
a continuation, divisional, or continuation-in-part of a
PCT application designating the U.S. See also MPEP
§ 1895.01 and § 1896 which discuss differences
between applications filed under 35 U.S.C. 111(a) and
international applications that enter national stage
under 35 U.S.C. 371.

706.02(a) Rejections Under 35 U.S.C.
102(a), (b), or (e); Printed Pub-
lication or Patent [R-2]

Once the examiner conducts a search and finds a
printed publication or patent which discloses the
claimed invention, the examiner should determine
whether the rejection should be made under 35 U.S.C.
102(a), (b), or (e).

In order to determine which section of 35 U.S.C.
102 applies, the effective filing date of the application
must be determined and compared with the date of the
reference. See MPEP § 706.02 regarding determina-
tion of effective filing date of the application.
>

L. < DETERMINING THE REFERENCE IS-
SUE OR PUBLICATION DATE

The examiner must determine the issue or publica-
tion date of the reference so that a proper comparison
between the application and reference dates can be
made. A magazine is effective as a printed publication
under 35 U.S.C. 102(b) as of the date it reached the
addressee and not the date it was placed in the mail.
Protein Foundation Inc. v. Brenner, 260 F. Supp. 519,
151 USPQ 561 (D.D.C. 1966). See MPEP
§ 707.05(f). For foreign patents see MPEP § 901.05.
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See MPEP § 2124, § 2126, and § 2128 - § 2128.02 for
case law relevant to reference date determination.
>

II. < DETERMINING WHETHER TO APPLY
35 U.S.C. 102(a), (b), or (e)

*>
A. <35U.S.C.102(b)

First, the examiner should consider whether the ref-
erence qualifies as prior art under 35 U.S.C. 102(b)
because this section results in a statutory bar to
obtaining a patent. If the publication or issue date of
the reference is more than 1 year prior to the effective
filing date of the application (MPEP § 706.02), the
reference qualifies as prior art under 35 U.S.C.
102(b).

Where the last day of the year dated from the date
of publication falls on a Saturday, Sunday or Federal
holiday, the publication is not a statutory bar under
35 U.S.C. 102(b) if the application was filed on the
next succeeding business day. Ex parte Olah,
131 USPQ 41 (Bd. App. 1960) (The Board in Olah
held that 35 U.S.C. 21(b) is applicable to the filing of
an original application for patent and that applicant’s
own activity will not bar a patent if the 1-year grace
period expires on a Saturday, Sunday, or Federal holi-
day and the application’s U.S. filing date is the next
succeeding business day.) Despite changes to 37 CFR
1.6(a)(2) and 1.10 which permit the USPTO to accord
a filing date to an application as of the date of deposit
as “Express Mail” with the U.S. Postal Service in
accordance with 37 CFR 1.10 (e.g., a Saturday filing
date), the rule changes do not affect applicant’s con-
current right to defer the filing of an application until
the next business day when the last day for “taking
any action” falls on a Saturday, Sunday, or Federal
holiday (e.g., the last day of the 1-year grace period
falls on a Saturday).

*>

B. <35U.S.C. 102(e)

If the publication or issue date of the reference is
too recent for 35 U.S.C. 102(b) to apply, then the
examiner should consider 35 U.S.C. 102(e).

In order to apply a reference under 35 U.S.C.
102(e), the inventive entity of the application must be
different than that of the reference. Note that, where
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there are joint inventors, only one inventor need be
different for the inventive entities to be different and a
rejection under 35 U.S.C. 102(e) is applicable even if
there are some inventors in common between the
application and the reference.

Revised 35 U.S.C. 102(e), as amended by the
American Inventors Protection Act of 1999 (AIPA)
(Pub. L. 106-113, 113 Stat. 1501 (1999)), and as fur-
ther amended by the Intellectual Property and High
Technology Technical Amendments Act of 2002
(Pub. L. 107-273, 116 Stat. 1758 (2002)), applies in
the examination of all applications, whenever filed,
and the reexamination of, or other proceedings to con-
test, all patents. The filing date of the application
being examined is no longer relevant in determining
what version of 35 U.S.C. 102(e) to apply in deter-
mining the patentability of that application, or the
patent resulting from that application. The revised
statutory provisions supersede all previous versions of
35 U.S.C. 102(e) and 374, with only one exception,
which is when the potential reference is based on an
international application filed prior to November 29,
2000 (discussed further below). Furthermore, the pro-
visions amending 35 U.S.C. 102(e) and 374 in Pub. L.
107-273 are completely retroactive to the effective
date of the relevant provisions in the AIPA (Novem-
ber 29, 2000). See MPEP § 706.02(f)(1) for examina-
tion guidelines on the application of 35 U.S.C. 102(e).

35 U.S.C. 102. Conditions for patentability; novelty and
loss of right to patent.

seskokocksk

(e) the invention was described in — (1) an application for
patent, published under section 122(b), by another filed in the
United States before the invention by the applicant for patent or
(2) a patent granted on an application for patent by another filed in
the United States before the invention by the applicant for patent,
except that an international application filed under the treaty
defined in section 351(a) shall have the effects for the purposes of
this subsection of an application filed in the United States only if
the international application designated the United States and was
published under Article 21(2) of such treaty in the English lan-
guage; or

seskokoksk

As mentioned above, references based on interna-
tional applications that were filed prior to November
29, 2000 are subject to the former (pre-AIPA) version
of 35 U.S.C. 102(e) as set forth below.
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Former 35 U.S.C. 102. Conditions for patentability,
novelty and loss of right to patent.

A person shall be entitled to a patent unless-

T

(e) the invention was described in a patent granted on an
application for patent by another filed in the United States before
the invention thereof by the applicant for patent, or on an interna-
tional application by another who has fulfilled the requirements of
paragraphs (1), (2), and (4) of section 371(c) of this title before the
invention thereof by the applicant for patent.

T

Revised 35 U.S.C. 102(e) has two separate clauses,
namely, 35 U.S.C. 102(e)(1) for publications of
patent applications and 35 U.S.C. 102(e)(2) for U.S.
patents. 35 U.S.C. 102(e)(1), in combination with
amended 35 U.S.C. 374, created a new category of
prior art by providing prior art effect for certain pub-
lications of patent applications, including certain
international applications, as of their effective United
States filing dates (which will include certain interna-
tional filing dates). Under revised 35 U.S.C. 102(e),
an international filing date which is on or after
November 29, 2000 is a United States filing date if the
international application designated the United States
and was published by the World Intellectual Property
Organization (WIPO) under the Patent Cooperation
Treaty (PCT) Article 21(2) in the English language.
Therefore, the prior art date of a reference under
35 U.S.C. 102(e) may be the international filing date
(if all three conditions noted above are met) or an ear-
lier U.S. filing date for which priority or benefit is
properly claimed. Publication under PCT Article
21(2) may result from a request for early publication
by an applicant of an international application or after
the expiration of 18-months after the earliest claimed
filing date in an international application. An appli-
cant of an international application that has desig-
nated only the U.S. would continue to be required to
request publication from WIPO as the reservation
under PCT Article 64(4) continues to be in effect for
such applicants. International applications, which: (1)
were filed prior to November 29, 2000, or (2) did not
designate the U.S., or (3) were not published in
English under PCT Article 21(2) by WIPO, may not
be used to reach back (bridge) to an earlier filing date
through a priority or benefit claim for prior art pur-
poses under 35 U.S.C. 102(e).
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Revised 35 U.S.C. 102(e) eliminated the reference
to fulfillment of the 35 U.S.C. 371(c)(1), (2) and (4)
requirements. As a result, United States patents
issued directly from international applications filed on
or after November 29, 2000 will no longer be avail-
able as prior art under 35 U.S.C. 102(e) as of the date
the requirements of 35 U.S.C. 371(c)(1), (2) and (4)
have been satisfied. Under 35 U.S.C. 102(e)(2), as
amended by the AIPA and Pub. L. 107-273, an inter-
national filing date which is on or after November 29,
2000 is a United States filing date for purposes of
determining the earliest effective prior art date of a
patent if the international application designated the
United States and was published in the English lan-
guage under PCT Article 21(2) by WIPO.

No international filing dates prior to November 29,
2000 may be relied upon as a prior art date under
35 U.S.C. 102(e) in accordance with the last sentence
of the effective date provisions of Pub. L. 107-273.
Patents issued directly, or indirectly, from interna-
tional applications filed before November 29, 2000
may only be used as prior art based on the provisions
of 35 U.S.C. 102(e) in effect before November 29,
2000. Thus, the 35 U.S.C. 102(e) date of such a prior
art patent is the earliest of the date of compliance with
35 U.S.C. 371(c)(1), (2) and (4), or the filing date of
the later-filed U.S. continuing application that
claimed the benefit of the international application.
Publications of international applications filed before
November 29, 2000 (which would include WIPO
publications and U.S. publications of the national
stage (35 U.S.C. 371)) do not have a 35 U.S.C. 102(e)
date at all (however, such publications are available as
prior art under 35 U.S.C. 102(a) or (b) as of the publi-
cation date). Specifically, under revised 35 U.S.C.
374, the international application must be filed on or
after November 29, 2000 for its WIPO publication to
be “deemed a publication under section 122(b)” and
thus available as a possible prior art reference under
35 U.S.C. 102(e) as amended by the AIPA.

*>
C. <35U.S.C. 102(a)

Even if the reference is prior art under 35 U.S.C.
102(e), the examiner should still consider 35 U.S.C.
102(a) for two reasons. First, if the reference is a U.S.
patent or patent application publication of, or claims
benefit of, an international application, the publication
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of the international application under PCT Article
21(2) may be the earliest prior art date under
35 U.S.C. 102(a) for the disclosure. Second, refer-
ences that are only prior art under 35 U.S.C. 102(e),
(f), or (g) and applied in a rejection under 35 U.S.C.
103(a) are subject to being disqualified under
35 U.S.C. 103(c) if the reference and the application
were commonly owned, or subject to an obligation of
common assignment, at the time the invention was
made. For 35 U.S.C. 102(a) to apply, the reference
must have a publication date earlier in time than the
effective filing date of the application, and must not
be applicant’s own work.

706.02(b) Overcoming a 35 U.S.C. 102
Rejection Based on a Printed
Publication or Patent [R-2]

A rejection based on 35 U.S.C. 102(b) can be over-
come by:

(A) Persuasively arguing that the claims are pat-
entably distinguishable from the prior art;

(B) Amending the claims to patentably distin-
guish over the prior art; *

(C) Perfecting priority under 35 U.S.C. ** 120,
within the time *>period< set in 37 CFR 1.78(a) or
filing a grantable petition under 37 CFR 1.78(a), by
amending the specification of the application to con-
tain a specific reference to a prior application or by
filing an application data sheet under 37 CFR 1.76
which contains a specific reference to a prior applica-
tion in accordance with 37 CFR 1.78(a), and by estab-
lishing that the prior application satisfies the
enablement and written description requirements of
35 U.S.C. 112, first paragraph. See MPEP § 201.11
and § 706.02>; or

(D) Perfecting priority claim under 35 U.S.C.
119(e) by complying with the requirements of 37
CFR 1.78(a) (see item (C) above). Since a provisional
application could not have been filed more than one
year prior to the filing of a nonprovisional application
that claims benefit to the provisional application, in
order to overcome a rejection under 35 U.S.C. 102(b),
there must be at least one intermediate application
between the provisional application and the nonprovi-
sional application under examination, e.g., chain of
prior applications. In order to overcome the rejection
under 35 U.S.C. 102(b), priority must be perfected for
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the chain of prior applications (35 U.S.C. 119(e) and
120 must be perfected). See MPEP § 201.11.<

A rejection based on 35 U.S.C. 102(e) can be over-
come by:

(A) Persuasively arguing that the claims are pat-
entably distinguishable from the prior art;

(B) Amending the claims to patentably distin-
guish over the prior art;

(C) Filing an affidavit or declaration under
37 CFR 1.132 showing that the reference invention is
not by “another.” See MPEP § 715.01(a), § 715.01(c),
and § 716.10;

(D) Filing an affidavit or declaration under
37 CFR 1.131 showing prior invention, if the refer-
ence is not a U.S. patent or a U.S. patent application
publication claiming the same patentable invention as
defined in 37 CFR 1.601(n). See MPEP § 715 for
more information on 37 CFR 1.131 affidavits. When
the claims of the reference U.S. patent or U.S. patent
application publication and the application are
directed to the same invention or are obvious variants,
an affidavit or declaration under 37 CFR 1.131 is not
an acceptable method of overcoming the rejection.
Under these circumstances, the examiner must deter-
mine whether a double patenting rejection or interfer-
ence is appropriate. If there is a common assignee or
inventor between the application and patent, a double
patenting rejection must be made. See MPEP § 804. If
there is no common assignee or inventor and the
rejection under 35 U.S.C. 102(e) is the only possible
rejection, the examiner must determine whether an
interference should be declared. See MPEP Chapter
2300 for more information regarding interferences;

(E) Perfecting a claim to priority under 35 U.S.C.
119(a)-(d) within the time period set in 37 CFR
1.55(a)(1) or filing a grantable petition under 37 CFR
1.55(c). See MPEP § 201.13. The foreign priority fil-
ing date must antedate the reference and be perfected.
The filing date of the priority document is not per-
fected unless applicant has filed a certified priority
document in the application (and an English language
translation, if the document is not in English) (see
37 CFR 1.55(a)(3)) and the examiner has established
that the priority document satisfies the enablement
and description requirements of 35 U.S.C. 112, first
paragraph; or
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(F) Perfecting priority under 35 U.S.C. 119(e) or
120, within the time periods set in 37 CFR 1.78(a) or
filing a grantable petition under 37 CFR 1.78(a), by
amending the specification of the application to con-
tain a specific reference to a prior application or by
filing an application data sheet under 37 CFR 1.76
which contains a specific reference to a prior applica-
tion in accordance with 37 CFR 1.78(a), and by estab-
lishing that the prior application satisfies the
enablement and written description requirements of
35 U.S.C. 112, first paragraph. See MPEP § 201.11
and § 706.02.

A rejection based on 35 U.S.C. 102(a) can be over-
come by:

(A) Persuasively arguing that the claims are pat-
entably distinguishable from the prior art;

(B) Amending the claims to patentably distin-
guish over the prior art;

(C) Filing an affidavit or declaration under
37 CFR 1.131 showing prior invention, if the refer-
ence is not a U.S. patent or a U.S. patent application
publication claiming the same patentable invention as
defined in 37 CFR 1.601(n). See MPEP § 715 for
information on the requirements of 37 CFR 1.131
affidavits. When the claims of the reference U.S.
patent or U.S. patent application publication and the
application are directed to the same invention or are
obvious variants, an affidavit or declaration under
37 CFR 1.131 is not appropriate to overcome the
rejection.

(D) Filing an affidavit or declaration under
37 CFR 1.132 showing that the reference invention is
not by “another.” See MPEP § 715.01(a), § 715.01(c),
and § 716.10;

(E) Perfecting a claim to priority under 35 U.S.C.
119(a)-(d) as explained in reference to 35 U.S.C.
102(e) above;

(F) Perfecting priority under 35 U.S.C. 119(e) or
120 as explained in reference to 35 U.S.C. 102(e)
above.

706.02(c) Rejections Under 35 U.S.C.
102(a) or (b); Knowledge by

Others or Public Use or Sale

An applicant may make an admission, or submit
evidence of sale of the invention or knowledge of the
invention by others, or the examiner may have per-
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sonal knowledge that the invention was sold by appli-
cant or known by others in this country. The language
“in this country” means in the United States only and
does not include other WTO or NAFTA member
countries. In these cases the examiner must determine
if 35 U.S.C. 102(a) or 102(b) applies. See MPEP
§ 2133.03 for a discussion of case law treating the
“public use” and “on sale” statutory bars.

If the activity is by an entity other than the inven-
tors or assignee, such as sale by another, manufacture
by another or disclosure of the invention by applicant
to another then both 35 U.S.C. 102(a) and (b) may be
applicable. If the evidence only points to knowledge
within the year prior to the effective filing date then
35 U.S.C. 102(a) applies. However, no rejection
under 35 U.S.C. 102(a) should be made if there is evi-
dence that applicant made the invention and only dis-
closed it to others within the year prior to the effective
filing date.

35 U.S.C. 102(b) is applicable if the activity
occurred more than 1 year prior to the effective filing
date of the application. See MPEP § 2133.03 for a dis-
cussion of “on sale” and “public use” bars under
35 U.S.C. 102(b).

Note that as an aid to resolving public use or on sale
issues, as well as to other related matters of 35 U.S.C.
102(b) activity, an applicant may be required to
answer specific questions posed by the examiner and
to explain or supplement any evidence of record. See
35 U.S.C. 132, 37CFR 1.104(a)(2). Information
sought should be restricted to that which is reasonably
necessary for the examiner to render a decision on
patentability. The examiner may consider making a
requirement for information under 37 CFR 1.105
where the evidence of record indicates reasonable
necessity. See MPEP § 704.10 et segq.

A 1- or 2-month time period should be set by the
examiner for any reply to the requirement, unless the
requirement is part of an Office action having a short-
ened statutory period, in which case the period for
reply to the Office action will also apply to the
requirement. If applicant fails to reply in a timely
fashion to a requirement for information, the applica-
tion will be regarded as abandoned. 35 U.S.C. 133.
See MPEP § 2133.03.

If there is not enough information on which to base
a public use or on sale rejection, the examiner should
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make a requirement for more information. Form para-
graph 7.104 can be used.

q 7.104 Requirement for Information, Public Use or Sale
An issue of public use or on sale activity has been raised in this
application. In order for the examiner to properly consider patent-
ability of the claimed invention under 35 U.S.C. 102(b), addi-
tional information regarding this issue is required as follows: [1]
Applicant is reminded that failure to fully reply to this require-
ment for information will result in a holding of abandonment.

Examiner Note:

1. Information sought should be restricted to that which is rea-
sonably necessary for the examiner to render a decision on patent-
ability. See MPEP § 2133.03.

2. A one or two month time period should be set by the exam-
iner for reply to the requirement unless it is part of an Office
action having an SSP, in which case the period for reply will
apply also to the requirement.

3. If sufficient evidence already exists to establish a prima facie
case of public use or on sale, use form paragraph 7.16 to make a
rejection under 35 U.S.C. 102(b). See MPEP § 2133.03.

706.02(d) Rejections Under 35 U.S.C.

102(c)

Under 35 U.S.C. 102(c), abandonment of the
“invention” (as distinguished from abandonment of an
application) results in loss of right to a patent. See
MPEP § 2134 for case law which sets forth the crite-
ria for abandonment under 35 U.S.C. 102(c).

706.02(e) Rejections Under 35 U.S.C.
102(d) [R-2]

35 U.S.C. 102(d) establishes four conditions which,
if all are present, establish a statutory bar against the
granting of a patent in this country:

(A) The foreign application must be filed more
than 12 months before the effective filing date of the
United States application. See MPEP § 706.02 regard-
ing determination of the effective filing date of the
application.

(B) The foreign and United States applications
must be filed by the same applicant, his or her legal
representatives or assigns.

(C) The foreign application must have actually
issued as a patent or inventor’s certificate (e.g.,
granted by sealing of the papers in Great Britain)
before the filing in the United States. It need not be
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published but the patent rights granted must be
enforceable.
(D) The same invention must be involved.

If such a foreign patent or inventor’s certificate is
discovered by the examiner, the rejection is made
under 35 U.S.C. 102(d) on the ground of statutory bar.

See MPEP § 2135.01 for case law which further
clarifies each of the four requirements of 35 U.S.C.
102(d).

SEARCHING FOR 35 U.S.C. 102(d) PRIOR ART

The examiner should only undertake a search for an
issued foreign patent for use as 35 U.S.C. 102(d) prior
art if there is a reasonable possibility that a foreign
patent covering the same subject matter as the U.S.
application has been granted to the same inventive
entity before the U.S. effective filing date, i.e., the
time period between foreign and U.S. filings is greater
than the usual time it takes for a patent to issue in the
foreign country. Normally, the probability of the
inventor’s foreign patent issuing before the U.S. filing
date is so slight as to make such a search unproduc-
tive. However, it should be kept in mind that the aver-
age pendency varies greatly between foreign
countries. In Belgium, for instance, a patent may be
granted in just a month after its filing, while in Japan
the patent may not issue for **>several years<.

The search for a granted patent can be accom-
plished on an electronic database either by the exam-
iner or by the staff of the Scientific and Technical
Information Center. See MPEP § 901.06(a), para-
graph IV.B., for more information on online search-
ing. The document must be a patent or inventor’s
certificate and not merely a published or laid open
application.

706.02(f)
102(e) [R-1]

35 U.S.C. 102(e), in part, allows for certain prior
art (i.e., U.S. patents, U.S. patent application publica-
tions and WIPO publications of international applica-
tions) to be applied against the claims as of its
effective U.S. filing date. This provision of 35 U.S.C.
102 is mostly utilized when the publication or issue
date is too recent for the reference to be applied under
35 U.S.C. 102(a) or (b). In order to apply a reference
under 35 U.S.C. 102(e), the inventive entity of the
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application must be different than that of the refer-
ence. Note that, where there are joint inventors, only
one inventor need be different for the inventive enti-
ties to be different and a rejection under 35 U.S.C.
102(e) is applicable even if there are some inventors
in common between the application and the refer-
ence.<

706.02(f)(1) Examination Guidelines for
Applying References Under
35 U.S.C. 102(e) [R-2]

L. DETERMINE THE APPROPRIATE 35
U.S.C. 102(e) >DATE< FOR EACH POTEN-
TIAL REFERENCE BY FOLLOWING THE
GUIDELINES, EXAMPLES, AND FLOW
CHARTS SET FORTHBELOW:

(A)The potential reference must be a U.S. patent,
a U.S. application publication (35 U.S.C. 122(b)) or a
WIPO publication of an international application
under PCT Article 21(2) in order to apply the refer-
ence under 35 U.S.C. 102(e).

(B) Determine if the potential reference resulted
from, or claimed the benefit of, an international appli-
cation. If the reference does, go to step (C) below. The
35 U.S.C. 102(e) date of a reference that did not result
from, nor claimed the benefit of, an international
application is its earliest effective U.S. filing date,
taking into consideration any proper benefit claims to
prior U.S. applications under 35 U.S.C. 119(e) or 120
if the prior application(s) properly supports the sub-
ject matter used to make the rejection **>in compli-
ance with 35 U.S.C. 112, first paragraph. See MPEP
§ 2136.02<.

(C) If the potential reference resulted from, or
claimed the benefit of, an international application,
the following must be determined:

(1) If the international application meets the
following three conditions:
(a) an international filing date on or after
November 29, 2000;
(b) designated the United States; and
(c) published under PCT Article 21(2) in
English,

then the international filing date is a U.S. filing
date for prior art purposes under 35 U.S.C. 102(e). If
such an international application properly claims ben-
efit to an earlier-filed U.S. or international applica-
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tion, or to an earlier-filed U.S. provisional
application, apply the reference under 35 U.S.C.
102(e) as of the earlier filing date, assuming all the
conditions of 35 U.S.C. 102(e), 119(e), 120, or 365(c)
are met. >The subject matter used in the rejection
must be disclosed in the earlier-filed application in
compliance with 35 U.S.C. 112, first paragraph, in
order for that subject matter to be entitled to the ear-
lier filing date under 35 U.S.C. 102(e).< Note, where
the earlier application is an international application,
the earlier international application must satisfy the
same three conditions (i.e., filed on or after November
29, 2000, designated the U.S., and had been published
in English under PCT Article 21(2)) for the earlier
international filing date to be a U.S. filing date for
prior art purposes under 35 U.S.C. 102(e).

(2) If the international application was filed on
or after November 29, 2000, but did not designate the
United States or was not published in English under
PCT Article 21(2), do neot treat the international filing
date as a U.S. filing date >for prior art purposes<. In
this situation, do not apply the reference as of its
international filing date, its date of completion of the
35 U.S.C. 371(c)(1), (2) and (4) requirements, or any
earlier filing date to which such an international appli-
cation claims benefit or priority. The reference may
be applied under 35 U.S.C. 102(a) or (b) as of its pub-
lication date, or 35 U.S.C. 102(e) as of any later U.S.
filing date of an application that properly claimed the
benefit of the international application (if applicable).

(3) If the international application has an inter-
national filing date prior to November 29, 2000, apply
the reference under the provisions of 35 U.S.C. 102
and 374, prior to the AIPA amendments:

(a) For U.S. patents, apply the reference
under 35 U.S.C. 102(e) as of the earlier of the date of
completion of the requirements of 35 U.S.C.
371(c)(1), (2) and (4) or the filing date of the later-
filed U.S. application that claimed the benefit of the
international application;

(b) For U.S. application publications and
WIPO publications directly resulting from interna-
tional applications under PCT Article 21(2), never
apply these references under 35 U.S.C. 102(e). These
references may be applied as of their publication dates
under 35 U.S.C. 102(a) or (b);
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(c) For U.S. application publications of
applications that claim the benefit under 35 U.S.C.
120 or 365(c) of an international application filed
prior to November 29, 2000, apply the reference
under 35 U.S.C. 102(e) as of the actual filing date of
the later-filed U.S. application that claimed the bene-
fit of the international application.

(4) Examiners should be aware that although a
publication of, or a U.S. Patent issued from, an inter-
national application may not have a 35 U.S.C. 102(e)
date at all, or may have a 35 U.S.C. 102(e) date that is
after the effective filing date of the application being
examined (so it is not “prior art”), the corresponding
WIPO publication of an international application may
have an earlier 35 U.S.C. 102(a) or (b) date.

(D) Foreign applications’ filing dates that are
claimed (via 35 U.S.C. 119(a)-(d), (f), or 365(a)) in
applications, which have been published as U.S. or
WIPO application publications or patented in the
U.S., may not be used as 35 U.S.C. 102(e) dates for
prior art purposes. This includes international filing
dates claimed as foreign priority dates under
35 U.S.C. 365(a).

II. EXAMPLES

In order to illustrate the prior art dates of U.S. and
WIPO publications of patent applications and U.S.
patents under 35 U.S.C. 102(e), nine examples are
presented below. The examples only cover the most
common factual situations that might be encountered
when determining the 35 U.S.C. 102(e) date of a ref-
erence. Examples 1 and 2 involve only U.S. applica-
tion publications and U.S. patents. Example 3
involves a priority claim to a foreign patent applica-
tion. Examples 4-9 involve international applications.
The time lines in the examples below show the his-
tory of the prior art references that could be applied
against the claims of the application under examina-
tion, or the patent under reexamination.

The examples only show the information necessary
to determine a prior art date under 35 U.S.C. 102(e).
Also, the dates in the examples below are arbitrarily
used and are presented for illustrative purposes only.
Therefore, correlation of patent grant dates with Tues-
days or application publication dates with Thursdays
may not be portrayed in the examples.
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Example 1: Reference Publication and Patent of 35 U.S.C. 111(a) Application with no Priority/Benefit
Claims.

For reference publications and patents of patent applications filed under 35 U.S.C. 111(a) with no claim for the
benefit of, or priority to, a prior application, the prior art dates under 35 U.S.C. 102(e) accorded to these refer-
ences are the earliest effective U.S. filing dates. Thus, a publication and patent of a 35 U.S.C. 111(a) applica-
tion, which does not claim any benefit under either 35 U.S.C. 119(e), 120 or 365(c), would be accorded the
application’s actual filing date as its prior art date under 35 U.S.C. 102(e).

08 Dec 2000

12 Jun 2002 03 Dec 2002

11/29/00

ISUS.LC. 111 (a) Publication of 35 U.S.C. Patent granted
application filed with no 111(a) application under
claims for benefit/priority 35U08.C 122(b)

The 35 U.S.C. 102(e)(1) date for the Publication is 08 Dec. 2000.
The 35 U.S.C. 102(e)(2) date for the Patent is: 08 Dec. 2000.

Example 2: Reference Publication and Patent of 35 U.S.C. 111(a) Application with Priority/Benefit Claim to a
Prior U.S. Provisional or Nonprovisional Application.

For reference publications and patents of patent applications filed under 35 U.S.C. 111(a), the prior art dates
under 35 U.S.C. 102(e) accorded to these references are the earliest effective U.S. filing dates. Thus, a publica-
tion and patent of a 35 U.S.C. 111(a) application, which claims priority under 35 U.S.C. 119(e) to a prior U.S.
provisional application or claims the benefit under 35 U.S.C. 120 of a prior nonprovisional application, would
be accorded the earlier filing date as its prior art date under 35 U.S.C. 102(e), assuming the earlier-filed appli-
cation has proper support for the subject matter as required by 35 U.S.C. 119(e) or 120.
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01 Jan 2000

01 Jan 2001 05 Jul 2001 02 Dec 2002

11/29/00

1st 35 U.S.C. 2nd application, Publication of Patent granted
111{a)/(b) filed under 35 the 2nd on 2nd
application filed U.S.C. 111(a), application application
before effective claiming the benefit under 35 U.S.C.

date or priority of the 122(b)

prior application
under 35 U.S.C.
120/119(e)
The 35 U.S.C. 102(e)(1) date for the Publication is: 01 Jan. 2000.
The 35 U.S.C. 102(e)(2) date for the Patent is: 01 Jan. 2000.

Example 3: Reference Publication and Patent of 35 U.S.C. 111(a) Application with 35 U.S.C. 119(a)-(d) Ben-
efit Claim to a Prior Foreign Application.

For reference publications and patents of patent applications filed under 35 U.S.C. 111(a), the prior art dates
under 35 U.S.C. 102(e) accorded to these references are the earliest effective U.S. filing dates. No benefit of
the filing date of the foreign application is given under 35 U.S.C. 102(e) for prior art purposes (In re Hilmer,
149 USPQ 480 (CCPA 1966)). Thus, a publication and patent of a 35 U.S.C. 111(a) application, which claims
benefit under 35 U.S.C. 119(a)-(d) to a prior foreign-filed application (or under 35 U.S.C. 365(a) to an interna-
tional application), would be accorded its U.S. filing date as its prior art date under 35 U.S.C. 102(e). >In the
example below, it is assumed that the earlier-filed U.S. application has proper support for the subject matter of
the later-filed U.S. application as required by 35 U.S.C. 120.<

16 Aug 2001 14 Mar 2002 01 Nov 2003
11/29/00

22 Jun 1998

Foreign 1st 35 U.S.C. 111(a) 2nd 35 US.C. Publication of Patent granted
application  application filed 111(a) application (he 2nd 35 U.S.C. on the 2nd 35
filed in Japan claiming filed under 37 111(a) U.S.C. 111(a)
35 U.S.C. 119(a)-(d) CFR 1.53(b) or (d) application application
priority to Japanese with 35 US.C. under 35 U.S.C.
application 120 priority claim  122(b)

The 35 U.S.C. 102(e)(1) date for the Publication is: 21 June 1999.
The 35 U.S.C. 102(e)(2) date for the Patent is: 21 June 1999.
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Example 4: References based on the national stage (35 U.S.C. 371) of an International Application filed on
or after November 29, 2000 and which was published in English under PCT Article 21(2).

All references, whether the WIPO publication, the U.S. patent application publication or the U.S. patent, of an
international application (IA) that was filed on or after November 29, 2000, designated the U.S., and was pub-
lished in English under PCT Article 21(2) by WIPO have the 35 U.S.C. 102(e) prior art date of the interna-
tional filing date or earlier effective U.S. filing date. No benefit of the international filing date (nor any U.S.
filing dates prior to the IA), however, is given for 35 U.S.C. 102(e) prior art purposes if the IA was published
under PCT Article 21(2) in a language other than English.

01 Jan 2001
01 July 2002 01 Jun 2003 01 July 2003 01 Nov 2003

11/29/40

IA filed in IA publication by 35 U.S.C. 371 Publication by Patent

Swedish, US WIPO in English (c)(1), (2) and (4) USPTO under granted on

designated fulfillment 35U8.C. 122(b) 35US.C.
371
application

The 35 U.S.C. 102(e)(1) date for the IA Publication by WIPO is: 01 Jan. 2001.
The 35 U.S.C. 102(e)(1) date for the Publication by USPTO is: 01 Jan. 2001.
The 35 U.S.C. 102(e)(2) date for the Patent is: 01 Jan. 2001.

Additional Priority/Benefit Claims:

If a later-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the IA in the example
above, the 35 U.S.C. 102(e) date of the patent or publication of the later-filed U.S. application would be the
international filing date, assuming the earlier-filed IA has proper support for the subject matter relied upon as
required by 35 U.S.C. 120.

If the IA properly claimed priority to an earlier-filed U.S. provisional (35 U.S.C. 111(b)) application or the
benefit of an earlier-filed U.S. nonprovisional (35 U.S.C. 111(a)) application, the 35 U.S.C. 102(e) date for all
the references would be the filing date of the earlier-filed U.S. application, assuming the earlier-filed applica-
tion has proper support for the subject matter relied upon as required by 35 U.S.C. 119(e) or 120.
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Example 5: References based on the national stage (35 U.S.C. 371) of an International Application filed on
or after November 29, 2000 and which was not published in English under PCT Article 21(2).

All references, whether the WIPO publication, the U.S. patent application publication or the U.S. patent, of an
international application (IA) that was filed on or after November 29, 2000 but was not published in English
under PCT Article 21(2) have no 35 U.S.C. 102(e) prior art date at all. According to 35 U.S.C. 102(e), no ben-
efit of the international filing date (nor any U.S. filing dates prior to the IA) is given for 35 U.S.C. 102(e) prior
art purposes if the IA was published under PCT Article 21(2) in a language other than English, regardless of
whether the international application entered the national stage. Such references may be applied under

35 U.S.C. 102(a) or (b) as of their publication dates, but never under 35 U.S.C. 102(e).

01 Jun 2003 02 Oct 2003 02 Nov 2004

11/29/00

IA filed, US IA publication by 35 U.S.C. 371 Publication by Patent granted
designated WIPO NOT in (©)(1), (2) and (4) USPTO under 35U.S.C. 371
English fulfillment 35U.8.C. application
122(b)

The 35 U.S.C. 102(e)(1) date for the IA Publication by WIPO is: None.
The 35 U.S.C. 102(e)(1) date for the Publication by USPTO is: None.
The 35 U.S.C. 102(e)(2) date for the Patent is: None.

The IA publication by WIPO can be applied under 35 U.S.C. 102(a) or (b) as of its publication date (01 July
2002).

Additional Priority/Benefit Claims:

If the IA properly claimed priority/benefit to any earlier-filed U.S. application (whether provisional or nonpro-
visional), there would still be no 35 U.S.C. 102(e) date for all the references.

If a later-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the IA in the example
above, the 35 U.S.C. 102(e) date of the patent or publication of the later-filed U.S. application would be the
actual filing date of the later-filed U.S. application.
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Example 6: References based on the national stage (35 U.S.C. 371) of an International Application filed
prior to November 29, 2000 (language of the publication under PCT Article 21(2) is not relevant).

The reference U.S. patent issued from an international application (IA) that was filed prior to November 29,
2000 has a 35 U.S.C. 102(e) prior art date of the date of fulfillment of the requirements of 35 U.S.C. 371(c)(1),
(2) and (4). This is the pre-AIPA 35 U.S.C. 102(e). The application publications, both the WIPO publication
and the U.S. publication, published from an international application that was filed prior to November 29,
2000, do not have any 35 U.S.C. 102(e) prior art date. According to the effective date provisions as amended
by Pub. L. 107-273, the amendments to 35 U.S.C. 102(e) and 374 are not applicable to international applica-
tions having international filing dates prior to November 29, 2000. The application publications can be applied
under 35 U.S.C. 102(a) or (b) as of their publication dates.

01 Jan 2000 03 Oct 2002 01 Nov 2003

i . I 01 July 2002

IA filed in Publication of IA  National Stage (NS)  Voluntary Patent granted
Canada, in any language fulfilling 35 U.S.C. Publication of on 35 U.S.C.
desig. the US under PCT Art. 371(c)(1), (2), and (4) NS under 371 application
21(2) by WIPO 35U.8.C.
122(b)

The 35 U.S.C. 102(e)(1) date for the IA Publication by WIPO is: None.
The 35 U.S.C. 102(e)(1) date for the Publication by USPTO is: None.
The 35 U.S.C. 102(e)(2) date for the Patent is: 01 July 2002.

The IA publication by WIPO can be applied under 35 U.S.C. 102(a) or (b) as of its publication date (01 July
2001).

Additional Priority/Benefit Claims:

If the IA properly claimed priority/benefit to any earlier-filed U.S. application (whether provisional or nonpro-
visional), there would still be no 35 U.S.C. 102(e)(1) date for the U.S. and WIPO application publications, and
the 35 U.S.C. 102(e) date for the patent will still be 01 July 2002 (the date of fulfillment of the requirements
under 35 U.S.C. 371(c)(1), (2) and (4)).

If a later-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the IA in the example
above, the 35 U.S.C. 102(e)(1) date of the application publication of the later-filed U.S. application would be
the actual filing date of the later-filed U.S. application, and the 35 U.S.C. 102(e) date of the patent of the later-
filed U.S. application would be 01 July 2002 (the date that the earlier-filed IA fulfilled the requirements of

35 U.S.C. 371(c)(1), (2) and (4)).
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If the patent was based on a later-filed U.S. application that claimed the benefit of the international application
and the later filed U.S. application’s filing date is before the date the requirements of 35 U.S.C. 371(c)(1),(2)
and (4) were fulfilled (if fulfilled at all), the 35 U.S.C. 102(e) date of the patent would be the filing date of the
later-filed U.S. application that claimed the benefit of the international application.

Example 7: References based on a 35 U.S.C. 111(a) Application which is a Continuation of an Interna-
tional Application, which was filed on or after November 29, 2000, designated the U.S. and was published
in English under PCT Article 21(2).

All references, whether the WIPO publication, the U.S. patent application publication or the U.S. patent of, or
claiming the benefit of, an international application (IA) that was filed on or after November 29, 2000, desig-
nated the U.S., and was published in English under PCT Article 21(2) have the 35 U.S.C. 102(e) prior art date
of the international filing date or earlier effective U.S. filing date. No benefit of the international filing date
(nor any U.S. filing dates prior to the IA), however, is given for 35 U.S.C. 102(e) purposes if the IA was pub-
lished under PCT Article 21(2) by WIPO in a language other than English. >In the example below, it is
assumed that the earlier-filed IA has proper support for the subject matter of the later-filed U.S. application as
required by 35 U.S.C. 120 and 365(c).<

01 Mar 2001

01 Sept 2002 01 May 2003 01 July 2003 01 Nov 2004

11/29/00

1A filed 1A 35U.S.C. 111(a) Publication of Patent granted
uUs was, publication application 35US.C. 111(a) on 35 U.S.C.

designated by WIPO i claiming the appl. by USPTO 111(a)
& English — benefitofthe]A under35U.S.C.  application
under 35 U.S.C. 122(b)
365(c) is filed

The 35 U.S.C. 102(e)(1) date for the IA Publication by WIPO is: 01 Mar. 2001.
The 35 U.S.C. 102(e)(1) date for the Publication by USPTO is: 01 Mar. 2001.
The 35 U.S.C. 102(e)(2) date for the Patent is: 01 Mar. 2001.
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Additional Priority/Benefit Claims:

If the IA properly claimed priority to an earlier-filed U.S. provisional (35 U.S.C. 111(b)) application or the
benefit of an earlier-filed U.S. nonprovisional (35 U.S.C. 111(a)) application, the 35 U.S.C. 102(e) date for all
the references would be the filing date of the earlier-filed U.S. application, assuming the earlier-filed applica-
tion has proper support for the subject matter relied upon as required by 35 U.S.C. 119(e) or 120.

If a second, later-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the 35 U.S.C.
111(a) application in the example above, the 35 U.S.C. 102(e) date of the patent or publication of the second,
later-filed U.S. application would still be the international filing date of the IA, assuming the earlier-filed IA
has proper support for the subject matter relied upon as required by 35 U.S.C. 120 and 365(c).

Example 8: References based on a 35 U.S.C. 111(a) Application which is a Continuation of an Interna-
tional Application, which was filed on or after November 29, 2000 and was not published in English under
PCT Article 21(2).

Both the U.S. publication and the U.S. patent of the 35 U.S.C. 111(a) continuation of an international applica-
tion (IA) that was filed on or after November 29, 2000 but not published in English under PCT Article 21(2)
have the 35 U.S.C. 102(e) prior art date of the actual U.S. filing date of the 35 U.S.C. 111(a) application. No
benefit of the international filing date (nor any U.S. filing dates prior to the IA) is given for 35 U.S.C. 102(e)
purposes since the IA was published under PCT Article 21(2) in a language other than English. The IA publi-
cation under PCT Article 21(2) does not have a prior art date under 35 U.S.C. 102(e)(1) because the IA was
not published in English under PCT Article 21(2). The IA publication under PCT Article 21(2) can be applied
under 35 U.S.C. 102(a) or (b) as of its publication date.

01 May 2003

01 Mar 2001
11/29/00

01 Sept 200 01 July 2003 01 Nov 2004

TA filed, IA publication 35US.C. Publication of Patent granted
US was by WIPO NOT 111(a) 35 US.C. on 35 U.S.C.
designated  in English application 111(a) appl. by 111(a)
claiming the USPTO under  aPplication
benefit of the 35 U.S.C.
IA under 122(b)
35US.C.
365(c) is filed

The 35 U.S.C. 102(e)(1) date for the IA Publication by WIPO is: None.
The 35 U.S.C. 102(e)(1) date for the Publication by USPTO is: 01 May 2003.
The 35 U.S.C. 102(e)(2) date for the Patent is: 01 May 2003
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The TA publication by WIPO can be applied under 35 U.S.C. 102(a) or (b) as of its publication date (01 Sept
2002).

Additional Priority/Benefit Claims:

If the IA properly claimed priority/benefit to any earlier-filed U.S. application (whether provisional or nonpro-
visional), there would still be no 35 U.S.C. 102(e)(1) date for the IA publication by WIPO, and the U.S. patent
application publication and patent would still have a 35 U.S.C. 102(e) date of the actual filing date of the later-
filed 35 U.S.C. 111(a) application in the example above (01 May 2003).

If a second, later-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of the 35 U.S.C.
111(a) application in the example above, the 35 U.S.C. 102(e) date of the patent or publication of the second,
later-filed U.S. application would still be the actual filing date of the 35 U.S.C. 111(a) application in the exam-
ple above (01 May 2003).

Example 9: References based on a 35 U.S.C. 111(a) Application which is a Continuation (filed prior to any
entry of the national stage) of an International Application, which was filed prior to November 29, 2000
(language of the publication under PCT Article 21(2) is not relevant).

Both the U.S. publication and the U.S. patent of the 35 U.S.C. 111(a) continuation (filed prior to any entry of
the national stage) of an international application (IA) that was filed prior to November 29, 2000 have the

35 U.S.C. 102(e) prior art date of their actual U.S. filing date under 35 U.S.C. 111(a). No benefit of the inter-
national filing date (nor any U.S. filing dates prior to the IA) is given for 35 U.S.C. 102(e) prior art purposes
since the IA was filed prior to November 29, 2000. The IA publication under PCT Article 21(2) does not have
a prior art date under 35 U.S.C. 102(e)(1) because the IA was filed prior to November 29, 2000. The IA publi-
cation under PCT Article 21(2) can be applied under 35 U.S.C. 102(a) or (b) as of its publication date.

01 Dec 2000

01 Mar 2000 1 Sept 2000

06 Dec 2001 06 Aug 2002
11/29/00

IA filed, with 1A publication 35US.C. 111(a) Publication of Patent
priority claim, by WIPO in any application filed 35 U.S.C granted to
US designated language claiming benefitof 77, (;) .ap.pl by 35U.S.C.
the prior TA USPTO under 1@
application 35US.C application
122(b)

The 35 U.S.C. 102(e)(1) date for the IA Publication by WIPO is: None.
The 35 U.S.C. 102(e)(1) date for the Publication by USPTO is: 01 Dec. 2000.
The 35 U.S.C. 102(e)(2) date for the Patent is: 01 Dec. 2000.
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The IA publication by WIPO can be applied under 35 U.S.C. 102(a) or (b) as of its publication date (01 Sept
2000).

Additional Priority/Benefit Claims:

If the IA properly claimed priority/benefit to any earlier-filed U.S. application (whether provisional or nonpro-
visional), there would still be no 35 U.S.C. 102(e)(1) date for the IA publication by WIPO, and the U.S. appli-
cation publication and patent would still have a 35 U.S.C. 102(e) date of the actual filing date of later-filed

35 U.S.C. 111(a) application in the example above (01 Dec 2000).

If a second, later-filed U.S. nonprovisional (35 U.S.C. 111(a)) application claimed the benefit of 35 U.S.C.
111(a) application in the example above, the 35 U.S.C. 102(e) date of the patent or publication of the second,
later-filed U.S. application would still be the actual filing date of the 35 U.S.C. 111(a) application in the exam-
ple above (01 Dec 2000).

III. FLOWCHARTS
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FLOWCHARTS FOR 35 U.S.C. § 102(¢) DATES:

Apply to all applications and patents, whenever filed
Chart I: For U.S. patent or U.S, patent application publication under
35 U.S.C. §122(b) (includes publications of § 371 applications)

Is the reference a U.S. patent or U.S. application publication of an International Application (1A)?
(look for “35 U.S.C. § 371" on the reference, which would indicate National Stage was entered)

l Yes

<]

§N37:‘ | Was the [A filed on or after Nov, 29, 20007 Is there an IA in the continuity chain for which a
(st:;':)" n - look at the international filing date benefit is properly sought via §§ 120 or 365(c)?
Ves No Yes No A No
involved
The reference was filed under § 111(a) and
. ly claims benefit to other U.S. applications
For a patent: § 102(e) date is on'y PP
Was the WIPO the § 3%]1 (1), §(2) algd)(4) date filed under § 111(a) or (b) or does not make
publication of the Form Paragraph 7.12.01 any benefit claims. )
IA in English and For a U.S. appl. publication: The _§ 102(e) dafe of the referen_ce is the .
did the IA no § 102(c) date earliest U.S. fillng date for which a benefit is
designate the Reference is prior art as of its properly_sought via §8 .1 1?(e) al:ld/or 120 (do
US9 publication date under § 102(a) or (b) not consider foreign priority claims under
ek Form Paragraph 7.08 or 7.09 §§ 119(a)-(d)). Form Paragraph7.12
Yes No A 4

For a patent and a
U.S. application
publication: § 102(e)

Benefit claim to
an lA (§§ 120 or
365(c))

Was the IA filed on or after Nov. 29, 20007
- look at the international filing date

Yes l

No¢

For a patent: § 102(e) date is the

fia;‘e 19 ﬂ:.e - Was the WIPO publication § 371(c)(1), (2) and (4) date; or § 111(a)
International iing of the 1A in English and filing date if the IA never entered national
date or an carlier did the A designate the stage.
filing date for which USs.? Form Paragraph 7.12.01
a benefit is properly No | | For a U.S. application publication: §
sought* Yes 102(e) date is the filing date of the U.S.
Form Paragraph 7,12 application that claimed benefit to the LA
Form Paragraph 7.12
h 4 For a patent and an
For a patent and a U.S. application qulication:
application publication: no § 102(e) date is the ~—! For a patent and a U.S.

§ 102(c) date

Reference is prior art as of its
publication or grant date under
§ 102(a) or (b)

Form Paragraph 7.08 or 7.09

international filing

properly sought*
Form Paragraph 7.12

date or an earlier date
for which a benefit is

application publication:

§ 102(e) date is the filing date
of the U.S. application that
claimed benefit to the TA
Form Paragraph 7.12

* Consider benefit claims properly made under § 119(e) to U.S. provisional applications, § 120 to U.S.
nonprovisional applications, and § 365(c) involving IAs. Do NOT consider foreign priority claims.

Rev. 2, May 2004
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FLOWCHARTS FOR 35 U.S.C. § 102(e) DATES:

Apply to all applications and patents, whenever filed
Chart II: For WIPO publication of International Applications (IAs)

Was the IA filed on or after Nov. 29, 2000?
- look at the international filing date

Yes l No

Was the WIPO no § 102(e) date
publication of the Reference is prior art as of its
IA in English and publication date under § 102(a) or
did the IA (b) no matter what the language of
designate the publication was.
U.S.? Form Paragraph 7.08 or 7.09

Yes No

!

§ 102(e) date is the no § 102(e) date
international filing date Reference is prior art as of its
or an earlier filing date for publication date under
which a benefit is properly § 102(a) or (b) no matter what
sought* the language of publication
Form Paragraph 7.12 was.

Form Paragraph 7.08 or 7.09

* Consider benefit claims properly made under § 119(e) to U.S. provisional applications, § 120 to U.S.
nonprovisional applications, and § 365(c) involving IAs. Do NOT consider foreign priority claims.

Glossary of Terms:
U.S. patent application publication = pre-grant publication by the USPTO under 35 U.S.C. § 122(b)

International application (IA) = an application filed under the Patent Cooperation Treaty (PCT)

§ 371 application = an IA that has entered the national stage in the U.S. (35 U.S.C. § 371(c)(1), (2) and (4))
November 29, 2000 = the effective date for the amendments to §§ 102(e) and 374

WIPO = World Intellectual Property Organization

WIPO Publication = a publication of an IA under PCT Article 21(2) (e.g., Publication No. WO 99/12345)
§ 111(a) = provision of the patent code that states the filing requirements for nonprovisional applications
§ 111(b) = provision of the patent code that states the filing requirements for provisional applications

§ 119(e) = provision of the patent code that allows for priority claims to provisional applications

§ 119(a)-(d) = provision of the patent code that allows for priority claims to foreign applications

§ 120 = provision of the patent code that allows for benefit claims to nonprovisional applications

§ 365(c) = provision of the patent code that allows for benefit claims to international applications
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706.02(f)(2)

>

706.02(f)(2) < * Provisional Rejections Un-
der 35 U.S.C. 102(e); Refer-
ence Is a Copending U.S.
Patent Application [R-1]

If ** >an earlier filed, copending, and unpub-
lished< U.S. patent application discloses subject mat-
ter which would anticipate the claims in *>a later
filed< pending U.S. application which has a different
inventive entity, the examiner should determine
whether a provisional 35 U.S.C. 102(e) rejection >of
the later filed application< can be made.>In addition,
a provisional 35 U.S.C. 102(e) rejection may be
made, in the circumstances described below, if the
earlier filed, pending application has been published
as redacted (37 CFR 1.217) and the subject matter
relied upon in the rejection is not supported in the
redacted publication of the patent application.<

L. COPENDING U.S. APPLICATIONS HAV-
ING AT LEAST ONE COMMON INVEN-
TOR OR ARE COMMONLY ASSIGNED

If (1) at least one common inventor exists
between the applications or the applications are
commonly assigned and (2) the effective filing dates
are different, then a provisional rejection of the later
filed application should be made. The provisional
rejection is appropriate in circumstances where if
the earlier filed application is published or becomes
a patent it would constitute actual prior art under
35 U.S.C. 102. Since *>the earlier-filed< application
is >not< published at the time of the * rejection, the
rejection must be >provisionally< made under
35 U.S.C. 102(e).

A provisional rejection under 35 U.S.C. 102(e) can
be overcome in the same manner that a 35 U.S.C.
102(e) rejection can be overcome. See MPEP
§ 706.02(b). The provisional rejection can also be
overcome by abandoning the applications and filing a
new application containing the subject matter of both.

Form paragraph 7.15.01 ** should be used ** when
making a provisional rejection under 35 U.S.C.
102(e).

Rev. 2, May 2004
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q 7.15.01 Provisional Rejection, 35 U.S.C. 102(e) -
Common Assignee or At Least One Common Inventor

Claim [1] provisionally rejected under 35 U.S.C. 102(e) as
being anticipated by copending Application No. [2] which has a
common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the copend-
ing application, it would constitute prior art under 35 U.S.C.
102(e), if published under 35 U.S.C. 122(b) or patented. This pro-
visional rejection under 35 U.S.C. 102(e) is based upon a pre-
sumption of future publication or patenting of the copending
application. [4].

This provisional rejection under 35 U.S.C. 102(e) might be
overcome either by a showing under 37 CFR 1.132 that any
invention disclosed but not claimed in the copending application
was derived from the inventor of this application and is thus not
the invention “by another,” or by an appropriate showing under 37
CFR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:

1. This form paragraph is used to provisionally reject over a
copending application with an earlier filing date that discloses the
claimed invention which has not been published under 35 U.S.C.
122. The copending application must have either a common
assignee or at least one common inventor.

2. Use 35 U.S.C. 102(e) as amended by the American Inven-
tors Protection Act and the Intellectual Property and High Tech-
nology Technical Amendments Act of 2002 (form paragraph
7.12) to determine the copending application reference’s prior art
date, unless the copending application reference is based directly,
or indirectly, from an international application which has an inter-
national filing date prior to November 29, 2000. If the copending
application reference is either a national stage of an international
application (application under 35 U.S.C. 371) which has an inter-
national filing date prior to November 29, 2000, or a continuing
application claiming benefit under 35 U.S.C. 120, 121, or 365(c)
to an international application having an international filing date
prior to November 29, 2000, use pre-AIPA 35 U.S.C. 102(e)
(form paragraph 7.12.01). See the Examiner Notes for form para-
graphs 7.12 and 7.12.01 to assist in the determination of the 35
U.S.C. 102(e) date.

3. If the application being examined was filed before November
29, 1999, and the claims would have been obvious over the inven-
tion disclosed in the other copending application, use form para-
graph 7.21.01.

4. If the application being examined was filed on or after
November 29, 1999, and there is no evidence of common owner-
ship of record, and the claims would have been obvious over the
invention disclosed in the other copending application, use form
paragraph 7.21.01.

5. In bracket 3, insert either --assignee-- or --inventor--.

6. In bracket 4, an appropriate explanation may be provided in
support of the examiner’s position on anticipation, if necessary.

7. If the claims of the copending application conflict with the
claims of the instant application, a provisional double patenting
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rejection should also be given using form paragraphs 8.30 and
8.32.

8. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g),
a rejection using form paragraphs 7.13 and/or 7.14 should also be
made.

II. COPENDING APPLICATIONS HAVING
NO COMMON INVENTOR OR AS-
SIGNEE

If there is no common assignee or common inven-
tor and the application was not published pursuant to
35 U.S.C. 122(b), the confidential status of applica-
tions under 35 U.S.C. 122(a) must be maintained and
no rejection can be made relying on the earlier filed >,
unpublished< application >, or subject matter not sup-
ported in a redacted application publication,< as prior
art under 35 U.S.C. 102(e). If the filing dates of the
applications are within 6 months of each other (3
months for simple subject matter) then interference
may be proper. See MPEP Chapter 2300. If the appli-
cation with the earliest effective U.S. filing date will
not be published pursuant to 35 U.S.C. 122(b), it must
be allowed to issue once all the statutory requirements
are met. After the patent is published, it may be used
as a reference in a rejection under 35 U.S.C. 102(e) in
the still pending application as appropriate. See
MPEP § 706.02(a) and § 2136 et seq.

706.02(g) Rejections
102(F)

Under 35 U.S.C.

35 U.S.C. 102(f) bars the issuance of a patent
where an applicant did not invent the subject matter
being claimed and sought to be patented. See also
35 U.S.C. 101, which requires that whoever invents or
discovers is the party who may obtain a patent for the
particular invention or discovery. The examiner must
presume the applicants are the proper inventors unless
there is proof that another made the invention and that
applicant derived the invention from the true inventor.

See MPEP § 2137 - § 2137.02 for more information
on the substantive requirements of rejections under
35 U.S.C. 102(%).
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706.02(h) Rejections Under 35 U.S.C.

102(g)

35 U.S.C. 102(g) bars the issuance of a patent
where another made the invention in the United States
before applicant and had not abandoned, suppressed,
or concealed it. This section of 35 U.S.C. 102 forms a
basis for interference practice. See MPEP Chapter
2300 for more information on interference procedure.
See MPEP § 2138 - § 2138.06 for more information
on the requirements of 35 U.S.C. 102(g).

706.02(i) Form Paragraphs for Use in

Rejections Under 35 U.S.C. 102
[R-1]

The following form paragraphs should be used in
making the appropriate rejections.

Note that the particular part of the reference relied
upon to support the rejection should be identified.

q 7.07 Statement of Statutory Basis, 35 U.S.C. 102

The following is a quotation of the appropriate paragraphs of
35 U.S.C. 102 that form the basis for the rejections under this sec-
tion made in this Office action:

A person shall be entitled to a patent unless --

Examiner Note:

1. The statute is no longer being re-cited in all Office actions. It
is only required in first actions on the merits and final rejections.
Where the statute is not being cited in an action on the merits, use
form paragraph 7.103.

2. Form paragraphs 7.07 to 7.14 are to be used ONLY ONCE in
a given Office action.

q 7.08 102(a), Activity by Another Before Invention by
Applicant

(a) the invention was known or used by others in this country,
or patented or described in a printed publication in this or a for-
eign country, before the invention thereof by the applicant for a
patent.

Examiner Note:
This form paragraph must be preceded by form paragraph 7.07.

q 7.09 102(b), Activity More Than One Year Prior to
Filing

(b) the invention was patented or described in a printed publi-
cation in this or a foreign country or in public use or on sale in this
country, more than one year prior to the date of application for
patent in the United States.

Examiner Note:
This form paragraph must be preceded by paragraph form 7.07,
and may be preceded by form paragraph 7.08.
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q 7.10 102(c), Invention Abandoned
(c) he has abandoned the invention.

Examiner Note:

This form paragraph must be preceded by form paragraph 7.07,
and may be preceded by one or more of form paragraphs 7.08 and
7.09.

q 7.11 102(d), Foreign Patenting

(d) the invention was first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or his
legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application
for patent or inventor’s certificate filed more than twelve months
before the filing of the application in the United States.

Examiner Note:

This form paragraph must be preceded by form paragraph 7.07,
and may be preceded by one or more of form paragraphs 7.08 to
7.10.

**>

q 7.12 Rejection under 35 U.S.C 102(e), Patent
Application Publication or Patent to Another with Earlier
Filing Date, in view of the American Inventors Protection
Act of 1999 (AIPA) and the Intellectual Property and High
Technology Technical Amendments Act of 2002

(e) the invention was described in (1) an application for patent,
published under section 122(b), by another filed in the United
States before the invention by the applicant for patent or (2) a
patent granted on an application for patent by another filed in the
United States before the invention by the applicant for patent,
except that an international application filed under the treaty
defined in section 351(a) shall have the effects for purposes of this
subsection of an application filed in the United States only if the
international application designated the United States and was
published under Article 21(2) of such treaty in the English lan-

guage.

Examiner Note:

1. This form paragraph should only be used if the reference is
one of the following:

(a) aU.S. patent or a publication of a U.S. application for patent
filed under 35 U.S.C. 111(a);

(b) a U.S. patent issued directly or indirectly from, or a U.S. or
WIPO publication of, an international application if the interna-
tional application has an international filing date on or after
November 29, 2000.

2. In determining the 35 U.S.C. 102(e) date, consider priority/
benefit claims to earlier-filed U.S. provisional applications under
35 U.S.C. 119(e), U.S. nonprovisional applications under 35
U.S.C. 120 or 121, and international applications under 35 U.S.C.
120, 121 or 365(c) if the subject matter used to make the rejection
is appropriately supported in the relied upon earlier-filed applica-
tion’s disclosure (and any intermediate application(s)). Do NOT
consider foreign priority claims under 35 U.S.C. 119(a)-(d) and
365(a).
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3. In order to rely on an international filing date for prior art
purposes under 35 U.S.C. 102(e), the international application
must have been filed on or after November 29, 2000, it must have
designated the U.S., and the international publication under PCT
Article 21(2) by WIPO must have been in English. If any one of
the conditions is not met, the international filing date is not a U.S.
filing date for prior art purposes under 35 U.S.C. 102(e).

4. If an international application was published by WIPO in a
language other than English, or did not designate the U.S., the
International Application’s publication by WIPO, the U.S. publi-
cation of the national stage application (35 U.S.C. 371) of the
international application and a U.S. patent issued from the
national stage of the international application may not be applied
as a reference under 35 U.S.C. 102(e). The reference may be
applied under 35 U.S.C. 102(a) or (b) as of its publication date.
See form paragraphs 7.08 and 7.09.

5. If an international application was published by WIPO in a
language other than English, or did not designate the U.S., the
U.S. publication of, or a U.S. patent issued from, a continuing
application claiming benefit under 35 U.S.C. 120, 121, or 365(c)
to such an international application, has a 35 U.S.C. 102(e) date as
of the earliest U.S. filing date after the international filing date.

6. If the reference is a U.S. patent issued directly, or indirectly,
from an international application that has an international filing
date prior to November 29, 2000, use form paragraph 7.12.01. In
that situation, pre-AIPA 35 U.S.C. 102(e) is applicable in the
determination of the prior art date of the patent issued from such
an international application.

7. If the reference is a publication of an international applica-
tion (including the U.S. publication of a national stage (35 U.S.C.
371)) that has an international filing date prior to November 29,
2000, do not use this form paragraph. Such a reference may not be
applied as a prior art reference under 35 U.S.C. 102(e). The refer-
ence may be applied under 35 U.S.C. 102(a) or (b) as of its publi-
cation date. See form paragraphs 7.08 and 7.09.

8. This form paragraph must be preceded by form paragraph
7.07, and may be preceded by one or more of form paragraphs
7.08 to 7.11.

q 7.12.01 Rejection under 35 U.S.C. 102(e), Patent to
Another with Earlier Filing Date, Reference is a U.S.
Patent Issued Directly or Indirectly From a National Stage
of, or a Continuing Application Claiming Benefit under 35
U.S.C. 365(c) to, an International Application Having an
International Filing Date Prior to November 29, 2000

(e) the invention was described in a patent granted on an appli-
cation for patent by another filed in the United States before the
invention thereof by the applicant for patent, or on an interna-
tional application by another who has fulfilled the requirements of
paragraphs (1), (2), and (4) of section 371(c) of this title before the
invention thereof by the applicant for patent.

The changes made to 35 U.S.C. 102(e) by the American Inven-
tors Protection Act of 1999 (AIPA) and the Intellectual Property
and High Technology Technical Amendments Act of 2002 do not
apply when the reference is a U.S. patent resulting directly or indi-
rectly from an international application filed before November 29,
2000. Therefore, the prior art date of the reference is determined
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under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-
ATPA 35 U.S.C. 102(e)).

Examiner Note:

1. This form paragraph should only be used if the reference is a
U.S. patent issued directly or indirectly from either a national
stage of an international application (application under 35 U.S.C.
371) which has an international filing date prior to November 29,
2000 or a continuing application claiming benefit under 35 U.S.C.
365(c) to an international application having an international fil-
ing date prior to November 29, 2000.

2. If the reference is a U.S. patent issued directly from a
national stage of such an international application, the reference’s
35 U.S.C. 102(e) date is the date that the requirements of 35
U.S.C. 371(c)(1), (2) and (4) were fulfilled. The language of
WIPO publication (PCT) is not relevant in this situation. Caution:
the international publication of the international application (PCT)
by WIPO may have an earlier prior art date under 35 U.S.C.
102(a) or 102(b).

3. If the reference is a U.S. patent issued directly from a con-
tinuing application claiming benefit under 35 U.S.C. 120, 121 or
365(c) to such an international application (which had not entered
the national stage prior to the continuing application’s filing date,
otherwise see note 4), the prior art reference’s 35 U.S.C. 102(e)
date is the actual U.S. filing date of the continuing application.
Caution: the international publication of the international applica-
tion (PCT) by WIPO may have an earlier prior art date under 35
U.S.C. 102(a) or 102(b).

4. In determining the 35 U.S.C. 102(e) date, consider priority/
benefit claims to earlier-filed U.S. provisional applications under
35 U.S.C. 119(e), U.S. nonprovisional applications under 35
U.S.C. 120 or 121, and international applications under 35 U.S.C.
120, 121 or 365(c) only if the subject matter used to make the
rejection is appropriately supported in the relied upon earlier-filed
application’s disclosure (and any intermediate application(s)). A
benefit claim to a U.S. patent of an earlier-filed international
application may only result in an effective U.S. filing date as of
the date the requirements of 35 U.S.C. 371(c)(1), (2) and (4) were
fulfilled. Do NOT consider any priority/benefit claims to U.S.
applications which are filed before an international application.
Do NOT consider foreign priority claims under 35 U.S.C. 119(a)-
(d) and 365(a).

5. This form paragraph must be preceded by form paragraph
7.07, and may be preceded by one or more of form paragraphs
7.08 to 7.11.

<

q 7.13 102(f), Applicant Not the Inventor

(f) he did not himself invent the subject matter sought to be
patented.

Examiner Note:

This form paragraph must be preceded by form paragraph 7.07,
and may be preceded by one or more of form paragraphs 7.08 to
7.12.
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q 7.14 102(g), Priority of Invention

(g)(1) during the course of an interference conducted under
section 135 or section 291, another inventor involved therein
establishes, to the extent permitted in section 104, that before such
person’s invention thereof the invention was made by such other
inventor and not abandoned, suppressed, or concealed, or (2)
before such person’s invention thereof, the invention was made in
this country by another inventor who had not abandoned, sup-
pressed, or concealed it. In determining priority of invention
under this subsection, there shall be considered not only the
respective dates of conception and reduction to practice of the
invention, but also the reasonable diligence of one who was first
to conceive and last to reduce to practice, from a time prior to con-
ception by the other.

Examiner Note:

This form paragraph must be preceded by form paragraph 7.07,
and may be preceded by one or more of form paragraphs 7.08 to
7.13.

q4 7.15 Rejection, 35 U.S.C. 102(a), (b) Patent or
Publication, and (g)
Claim [1] rejected under 35 U.S.C. 102[2] as being [3] by [4].

Examiner Note:

1. In bracket 2, insert the appropriate paragraph letter or letters
of 35 U.S.C. 102 in parentheses. If paragraph (e) of 35 U.S.C. 102
is applicable, use form paragraph 7.15.02 or 7.15.03.

2. In bracket 3, insert either --clearly anticipated-- or --antici-
pated-- with an explanation at the end of the paragraph.

3. In bracket 4, insert the prior art relied upon.

4. This rejection must be preceded either by form paragraph
7.07 and form paragraphs 7.08, 7.09, and 7.14 as appropriate, or
by form paragraph 7.103.

5. If35U.S.C. 102(e) is also being applied, this form paragraph
must be followed by either form paragraph 7.15.02 or 7.15.03.

**>

q 7.15.01 Provisional Rejection, 35 U.S.C. 102(e) -
Common Assignee or At Least One Common Inventor

Claim [1] provisionally rejected under 35 U.S.C. 102(e) as
being anticipated by copending Application No. [2] which has a
common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the copend-
ing application, it would constitute prior art under 35 U.S.C.
102(e), if published under 35 U.S.C. 122(b) or patented. This pro-
visional rejection under 35 U.S.C. 102(e) is based upon a pre-
sumption of future publication or patenting of the copending
application. [4].

This provisional rejection under 35 U.S.C. 102(e) might be
overcome either by a showing under 37 CFR 1.132 that any
invention disclosed but not claimed in the copending application
was derived from the inventor of this application and is thus not
the invention “by another,” or by an appropriate showing under 37
CFR 1.131.

Rev. 2, May 2004



706.02(i)

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:

1. This form paragraph is used to provisionally reject over a
copending application with an earlier filing date that discloses the
claimed invention which has not been published under 35 U.S.C.
122. The copending application must have either a common
assignee or at least one common inventor.

2. Use 35 U.S.C. 102(e) as amended by the American Inven-
tors Protection Act and the Intellectual Property and High Tech-
nology Technical Amendments Act of 2002 (form paragraph
7.12) to determine the copending application reference’s prior art
date, unless the copending application reference is based directly,
or indirectly, from an international application which has an inter-
national filing date prior to November 29, 2000. If the copending
application reference is either a national stage of an international
application (application under 35 U.S.C. 371) which has an inter-
national filing date prior to November 29, 2000, or a continuing
application claiming benefit under 35 U.S.C. 120, 121, or 365(c)
to an international application having an international filing date
prior to November 29, 2000, use pre-AIPA 35 U.S.C. 102(e)
(form paragraph 7.12.01). See the Examiner Notes for form para-
graphs 7.12 and 7.12.01 to assist in the determination of the 35
U.S.C. 102(e) date.

3. If the application being examined was filed before November
29, 1999, and the claims would have been obvious over the inven-
tion disclosed in the other copending application, use form para-
graph 7.21.01.

4. If the application being examined was filed on or after
November 29, 1999, and there is no evidence of common owner-
ship of record, and the claims would have been obvious over the
invention disclosed in the other copending application, use form
paragraph 7.21.01.

5. Inbracket 3, insert either --assignee-- or --inventor--.

6. In bracket 4, an appropriate explanation may be provided in
support of the examiner’s position on anticipation, if necessary.

7. If the claims of the copending application conflict with the
claims of the instant application, a provisional double patenting
rejection should also be given using form paragraphs 8.30 and
8.32.

8. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g),
a rejection using form paragraphs 7.13 and/or 7.14 should also be
made.

q 7.15.02 Rejection, 35 U.S.C. 102(e), Common Assignee
or Inventor(s)

Claim [1] rejected under 35 U.S.C. 102(e) as being anticipated
by [2].

The applied reference has a common [3] with the instant appli-
cation. Based upon the earlier effective U.S. filing date of the ref-
erence, it constitutes prior art under 35 U.S.C. 102(e). This
rejection under 35 U.S.C. 102(e) might be overcome either by a
showing under 37 CFR 1.132 that any invention disclosed but not
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claimed in the reference was derived from the inventor of this
application and is thus not the invention “by another,” or by an
appropriate showing under 37 CFR 1.131.

Examiner Note:

1. This form paragraph is used to reject over a patent or patent
application publication with an earlier filing date that discloses
but does not claim the same invention. The patent or patent appli-
cation publication must have either a common assignee or a com-
mon inventor.

2. 35 US.C. 102(e) as amended by the American Inventors
Protection Act of 1999 (AIPA) and the Intellectual Property and
High Technology Technical Amendments Act of 2002 (form
paragraph 7.12) must be applied if the reference is one of the fol-
lowing:

a. a U.S. patent or a publication of a U.S. application for patent
filed under 35 U.S.C. 111(a);

b. a U.S. patent issued directly or indirectly from, or a U.S. or
WIPO publication of, an international application if the interna-
tional application has an international filing date on or after
November 29, 2000.

See the Examiner Notes for form paragraph 7.12 to assist in the
determination of the 35 U.S.C. 102(e) date of the reference.

3. Pre-AIPA 35 U.S.C 102(e) (form paragraph 7.12.01) must
be applied if the reference is a U.S. patent issued directly, or indi-
rectly, from an international application filed prior to November
29, 2000. See the Examiner Notes for form paragraph 7.12.01 to
assist in the determination of the 35 U.S.C. 102(e) date of the ref-
erence.

4. In determining the 35 U.S.C. 102(e) date, consider priority/
benefit claims to earlier-filed U.S. provisional applications under
35 U.S.C. 119(e), U.S. nonprovisional applications under 35
U.S.C. 120 or 121, and international applications under 35 U.S.C.
120, 121 or 365(c) if the subject matter used to make the rejection
is appropriately supported in the relied upon earlier-filed applica-
tion’s disclosure (and any intermediate application(s)). A benefit
claim to a U.S. patent of an earlier-filed international application,
which has an international filing date prior to November 29, 2000,
may only result in an effective U.S. filing date as of the date the
requirements of 35 U.S.C. 371(c)(1), (2) and (4) were fulfilled.
Do NOT consider any priority/benefit claims to U.S. applications
which are filed before an international application that has an
international filing date prior to November 29, 2000. Do NOT
consider foreign priority claims under 35 U.S.C. 119(a)-(d) and
365(a).

5. If the reference is a publication of an international applica-
tion (including voluntary U.S. publication under 35 U.S.C. 122 of
the national stage or a WIPO publication) that has an international
filing date prior to November 29, 2000, did not designate the
United States or was not published in English by WIPO, do not
use this form paragraph. Such a reference is not a prior art refer-
ence under 35 U.S.C. 102(e). The reference may be applied under
35 U.S.C. 102(a) or (b) as of its publication date. See form para-
graphs 7.08 and 7.09.

6. In bracket 3, insert either --assignee-- or --inventor--.

7. This form paragraph must be preceded by either of form
paragraphs 7.12 or 7.12.01.
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8. Patent application publications may only be used if this form
paragraph was preceded by form paragraph 7.12.

q 7.15.03 Rejection, 35 U.S.C. 102(e), No Common
Assignee or Inventor(s)

Claim [1] rejected under 35 U.S.C. 102(e) as being [2] by [3].

Examiner Note:

1. This form paragraph is used to reject over a patent or patent
application publication with an earlier filing date that discloses
but does not claim the same invention. The patent or patent appli-
cation publication is not required to have a common assignee nor
a common inventor.

2. 35 US.C. 102(e) as amended by the American Inventors
Protection Act of 1999 (AIPA) and the Intellectual Property and
High Technology Technical Amendments Act of 2002 (form
paragraph 7.12) must be applied if the reference is one of the fol-
lowing:

a. a U.S. patent or a publication of a U.S. application for patent
filed under 35 U.S.C. 111(a);

b. a U.S. patent issued directly or indirectly from, or a U.S. or
WIPO publication of, an international application if the interna-
tional application has an international filing date on or after
November 29, 2000.

See the Examiner Notes for form paragraph 7.12 to assist in the
determination of the 35 U.S.C. 102(e) date of the reference.

3. Pre-AIPA 35 U.S.C 102(e) (form paragraph 7.12.01) must
be applied if the reference is a U.S. patent issued directly, or indi-
rectly, from an international application filed prior to November
29, 2000. See the Examiner Notes for form paragraph 7.12.01 to
assist in the determination of the 35 U.S.C. 102(e) date of the ref-
erence.

4. In determining the 35 U.S.C. 102(e) date, consider priority/
benefit claims to earlier-filed U.S. provisional applications under
35 U.S.C. 119(e), U.S. nonprovisional applications under 35
U.S.C. 120 or 121, and international applications under 35 U.S.C.
120, 121 or 365(c) if the subject matter used to make the rejection
is appropriately supported in the relied upon earlier-filed applica-
tion’s disclosure (and any intermediate application(s)). A benefit
claim to a U.S. patent of an earlier-filed international application,
which has an international filing date prior to November29, 2000,
may only result in an effective U.S. filing date as of the date the
requirements of 35 U.S.C. 371(c)(1), (2) and (4) were fulfilled.
Do NOT consider any priority/benefit claims to U.S. applications
which are filed before an international application that has an
international filing date prior to November 29, 2000. Do NOT
consider foreign priority claims under 35 U.S.C. 119(a)-(d) and
365(a).

5. If the reference is a publication of an international applica-
tion (including voluntary U.S. publication under 35 U.S.C. 122 of
the national stage or a WIPO publication) that has an international
filing date prior to November 29, 2000, did not designate the
United States or was not published in English by WIPO, do not
use this form paragraph. Such a reference is not a prior art refer-
ence under 35 U.S.C. 102(e). The reference may be applied under
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35 U.S.C. 102(a) or (b) as of its publication date. See form para-
graphs 7.08 and 7.09.

6. In bracket 2, insert either --clearly anticipated-- or --antici-
pated-- with an explanation at the end of the paragraph.

7. Inbracket 3, insert the prior art relied upon.

8. This form paragraph must be preceded by either of form
paragraphs 7.12 or 7.12.01.

9. Patent application publications may only be used if this form
paragraph was preceded by form paragraph 7.12.

<

g 7.16 Rejection, 35 U.S.C. 102(b), Public Use or on Sale
Claim [1] rejected under 35 U.S.C. 102(b) based upon a public
use or sale of the invention. [2]

Examiner Note:

1. This form paragraph must be preceded either by form para-
graphs 7.07 and 7.09 or by form paragraph 7.103.

2. A full explanation of the evidence establishing a public use
or sale must be provided in bracket 2.

q 7.17 Rejection, 35 U.S.C. 102(c), Abandonment of
Invention

Claim [1] rejected under 35 U.S.C. 102(c) because the inven-
tion has been abandoned. [2]

Examiner Note:

1. This form paragraph must be preceded either by form para-
graph 7.07 and 7.10 or by form paragraph 7.103.

2. In bracket 2, insert a full explanation of the evidence estab-
lishing abandonment of the invention. See MPEP § 2134.

q 7.18 Rejection, 35 U.S.C. 102(d), Foreign Patenting
Claim [1] rejected under 35 U.S.C. 102(d) as being barred by
applicants [2].
(3]

Examiner Note:

1. This form paragraph must be preceded either by form para-
graphs 7.07 and 7.11 or by form paragraph 7.103.

2. In bracket 3, insert an explanation of this rejection which
must include appropriate dates and how they make the foreign
patent available under 35 U.S.C. 102(d).

3. Refer to MPEP § 2135 for applicable 35 U.S.C. 102(d) prior
art.

q 7.19 Rejection, 35 U.S.C. 102(f), Applicant Not the
Inventor

Claim [1] rejected under 35 U.S.C. 102(f) because the appli-
cant did not invent the claimed subject matter. [2]

Examiner Note:

1. This paragraph must be preceded either by paragraphs 7.07
and 7.13 or by paragraph 7.103.

2. Inbracket 2, insert an explanation of the supporting evidence
establishing that applicant was not the inventor. See MPEP §
2137.
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706.02(j) Contents of a 35 U.S.C. 103

Rejection

35 U.S.C. 103 authorizes a rejection where, to meet
the claim, it is necessary to modify a single reference
or to combine it with one or more other references.
After indicating that the rejection is under 35 U.S.C.
103, the examiner should set forth in the Office
action:

(A) the relevant teachings of the prior art relied
upon, preferably with reference to the relevant col-
umn or page number(s) and line number(s) where
appropriate,

(B) the difference or differences in the claim over
the applied reference(s),

(C) the proposed modification of the applied ref-
erence(s) necessary to arrive at the claimed subject
matter, and

(D) an explanation why one of ordinary skill in
the art at the time the invention was made would have
been motivated to make the proposed modification.

To establish a prima facie case of obviousness,
three basic criteria must be met. First, there must be
some suggestion or motivation, either in the refer-
ences themselves or in the knowledge generally avail-
able to one of ordinary skill in the art, to modify the
reference or to combine reference teachings. Second,
there must be a reasonable expectation of success.
Finally, the prior art reference (or references when
combined) must teach or suggest all the claim limita-
tions. The teaching or suggestion to make the claimed
combination and the reasonable expectation of suc-
cess must both be found in the prior art and not based
on applicant’s disclosure. In re Vaeck, 947 F.2d 488,
20 USPQ2d 1438 (Fed. Cir. 1991). See MPEP § 2143
- §2143.03 for decisions pertinent to each of these
criteria.

The initial burden is on the examiner to provide
some suggestion of the desirability of doing what the
inventor has done. “To support the conclusion that the
claimed invention is directed to obvious subject mat-
ter, either the references must expressly or impliedly
suggest the claimed invention or the examiner must
present a convincing line of reasoning as to why the
artisan would have found the claimed invention to
have been obvious in light of the teachings of the ref-
erences.” Ex parte Clapp, 227 USPQ 972, 973 (Bd.
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Pat. App. & Inter. 1985). See MPEP § 2144 -
§ 2144.09 for examples of reasoning supporting obvi-
ousness rejections.

Where a reference is relied on to support a rejec-
tion, whether or not in a minor capacity, that reference
should be positively included in the statement of the
rejection. See In re Hoch, 428 F.2d 1341, 1342 n.3
166 USPQ 406, 407 n. 3 (CCPA 1970).

It is important for an examiner to properly commu-
nicate the basis for a rejection so that the issues can be
identified early and the applicant can be given fair
opportunity to reply. Furthermore, if an initially
rejected application issues as a patent, the rationale
behind an earlier rejection may be important in inter-
preting the scope of the patent claims. Since issued
patents are presumed valid (35 U.S.C. 282) and con-
stitute a property right (35 U.S.C. 261), the written
record must be clear as to the basis for the grant. Since
patent examiners cannot normally be compelled to
testify in legal proceedings regarding their mental
processes (see MPEP § 1701.01), it is important that
the written record clearly explain the rationale for
decisions made during prosecution of the application.

See MPEP § 2141 - § 2144.09 generally for guid-
ance on patentability determinations under 35 U.S.C.
103, including a discussion of the requirements of
Graham v. John Deere, 383 U.S. 1, 148 USPQ 459
(1966). See MPEP § 2145 for consideration of appli-
cant’s rebuttal arguments. See MPEP § 706.02(1) -
§ 706.02(1)(3) for a discussion of prior art disqualified
under 35 U.S.C. 103(c).

706.02(k) Provisional Rejection (Obvi-

ousness) Under 35 U.S.C.
102(e)/103 [R-2]

Effective November 29, 1999, subject matter which
was prior art under former 35 U.S.C. 103 via
35U.S.C. 102(e) is now disqualified as prior art
against the claimed invention if that subject matter
and the claimed invention “were, at the time the
invention was made, owned by the same person or
subject to an obligation of assignment to the same
person.” This change to 35 U.S.C. 103(c) applies to
all utility, design and plant patent applications filed on
or after November 29, 1999, including continuing
applications filed under 37 CFR 1.53(b), continued
prosecution applications filed under 37 CFR 1.53(d),
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and reissues. The amendment to 35 U.S.C. 103(c)
does not affect any application filed before November
29, 1999, a request for examination under 37 CFR
1.129 of such an application, nor a request for contin-
ued examination under 37 CFR 1.114 of such an
application. The changes to 35 U.S.C. 102(e) in the
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273, 116 Stat.
1758 (2002)) did not affect the exclusion under
35 U.S.C. 103(c) as amended on November 29, 1999.
See MPEP § 706.02(1)(1) for additional information
regarding disqualified prior art under 35 U.S.C.
102(e)/ 103.

Where two applications of different inventive enti-
ties are copending, not published under 35 U.S.C.
122(b), and the filing dates differ, a provisional rejec-
tion under 35 U.S.C. 102(e)/103 should be made in
the later filed application if the applications have a
common assignee or a common inventor, unless the
later application was filed on or after November 29,
1999 and the applications were commonly owned or
subject to an obligation of assignment to the same
person at the time the later invention was made. See
MPEP § 706.02(1)(3) for examination procedure with
respect to 35 U.S.C. 103(c). See also MPEP
§ 706.02(f) for examination procedure in determining
when provisional rejections are appropriate. Other-
wise the confidential status of unpublished applica-
tion, or any part thereof, under 35 U.S.C. 122 must be
maintained. Such a rejection alerts the applicant that
he or she can expect an actual rejection on the same
ground if one of the applications issues and also lets
applicant know that action must be taken to avoid the
rejection.

This gives applicant the opportunity to analyze the
propriety of the rejection and possibly avoid the loss
of rights to desired subject matter. Provisional rejec-
tions of the obviousness type under 35 U.S.C. 102(e)/
103 are rejections applied to copending applications
having different effective filing dates wherein each
application has a common assignee or a common
inventor. The earlier filed application, if patented >or
published<, would constitute prior art under
35 U.S.C. 102(e). The rejection can be overcome by:

(A) Arguing patentability over the earlier filed
application;
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(B) Combining the subject matter of the copend-
ing applications into a single application claiming
benefit under 35 U.S.C. 120 of the prior applications
and abandoning the copending applications (Note that
a claim in a subsequently filed application that relies
on a combination of prior applications may not be
entitled to the benefit of an earlier filing date under
35 U.S.C. 120 since 35 U.S.C. 120 requires that the
earlier filed application contain a disclosure which
complies with 35 U.S.C. 112, first paragraph for each
claim in the subsequently filed application. Studienge-
sellschaft Kohle m.b.H. v. Shell Oil Co., 112 E3d
1561, 42 USPQ2d 1674 (Fed. Cir. 1997).);

(C) Filing an affidavit or declaration under
37 CFR 1.132 showing that any unclaimed invention
disclosed in the copending application was derived
from the inventor of the other application and is thus
not invention “by another” (see MPEP § 715.01(a),
§ 715.01(c), and § 716.10);

(D) Filing an affidavit or declaration under
37 CFR 1.131 showing a date of invention prior to the
effective U.S. filing date of the copending application.
See MPEP § 715; or

(E) For an application filed on or after November
29, 1999, showing that the prior art and the claimed
invention were, at the time the invention was made,
owned by the same person or subject to an obligation
of assignment to the same person.

Where the applications are claiming the same pat-
entable invention, a terminal disclaimer and an affida-
vit or declaration under 37 CFR 1.130 may be used to
overcome a rejection under 35 U.S.C. 103 in a com-
mon ownership situation if the earlier filed applica-
tion has been published or matured into a patent. See
MPEP § 718.

If a provisional rejection is made and the copending
applications are combined into a single application
and the resulting single application is subject to a
restriction requirement, the divisional application
would not be subject to a provisional or actual rejec-
tion under 35 U.S.C. 102(e)/103 since the provisions
of 35 U.S.C. 121 preclude the use of a patent issuing
therefrom as a reference against the other application.
Additionally, the resulting continuation-in-part is
entitled to 35 U.S.C. 120 benefit of each of the prior
applications. This is illustrated in Example 2, below.
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The following examples are instructive as to the
application of 35 U.S.C. 102(e)/103 in applications
filed prior to November 29, 1999:

Example 1. Assumption: Employees A and B
work for C, each with knowledge of the other’s
work, and with obligation to assign inventions to C

while employed.

SITUATIONS

RESULTS

1. A invents X and later files application.

This is permissible.

2. B modifies X to XY. B files application before
A’s filing.

No 35 U.S.C. 102(f)/103 or 102(g)/103 rejection;
provisional 35 U.S.C. 102(e)/103 rejection applies.
Provisional double patenting rejection made.

3. B’s patent issues.

A’s claims rejected under 35 U.S.C. 102(e)/103 and
double patenting.

4. A files 37 CFR 1.130 affidavit to disqualify B’s
patent as prior art where the same patentable inven-
tion is being claimed. Terminal disclaimer filed
under 37 CFR 1.321(c).

Rejection under 35 U.S.C. 102(e)/103 may be over-
come and double patenting rejection may be over-
come if inventions X and XY are commonly owned
and all requirements of 37 CFR 1.130 and 1.321 are
met.

In situation (2.) above, the result is a provisional
rejection by the examiner under 35 U.S.C. 102(e)/
103. The rejection is provisional since the subject
matter and the prior art are pending applications.

Example 2. Assumption: Employees A and B
work for C, each with knowledge of the other’s
work, and with obligation to assign inventions to C
while employed.

SITUATIONS

RESULTS

1. A invents X and files application.

This is permissible.

2. B modifies X to XY after A’s application is filed.
B files application establishing that A and B were
both under obligation to assign inventions to C at the
time the inventions were made.

Provisional 35 U.S.C. 102(e)/103 rejection made;
provisional double patenting rejection made; no 35
U.S.C. 102(£)/103 or 102(g)/103 rejection made.

3. A and B file continuing application claiming prior-
ity to their earlier applications and abandon the ear-
lier applications.

Assume it is proper that restriction be required
between X and XY.

4. X is elected and patent issues on X with divisional
application being timely filed on XY.

No rejection of divisional application under 35
U.S.C. 102(e)/103 in view of 35 U.S.C. 121.
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The following examples are instructive as to rejec-
tions under 35 U.S.C. 102(e)/103 in applications filed
on or after November 29, 1999:

706.02(k)

Example 3. Assumption: Employees A and B
work for C, each with knowledge of the other’s
work, and with obligation to assign inventions to C
while employed. Employee A’ s application, filed
on or after November 29, 1999, is being examined.

SITUATIONS

RESULTS

1. A invents X and later files application.

This is permissible.

2. B modifies X to XY. B files application before
A’s filing. A files an application on invention X.

Provisional 35 U.S.C. 102(e)/103 rejection and a
provisional double patenting rejection made.

3. B’s patent issues.

A’s claims rejected under 35 U.S.C. 102(e)/103 and
double patenting.

4. A files evidence of common ownership of inven-
tions X and XY at the time invention XY was made
to disqualify B’s patent as prior art. In addition, A
files a terminal disclaimer under 37 CFR 1.321(c).

Rejection under 35 U.S.C. 102(e)/103 will be with-
drawn and double patenting rejection will be obvi-
ated if inventions X and XY are commonly owned at

the time invention XY was made and all require-
ments of 37 CFR 1.321 are met.

In situation (2.) above, the result is a provisional
rejection by the examiner under 35 U.S.C. 102(e)/
103. The rejection is provisional since the subject
matter and the prior art are pending applications.

Example 4. Assumption: Employees A and B
work for C, each with knowledge of the other’s
work, and with obligation to assign inventions to C
while employed. Employee B’ s application, filed
on or after November 29, 1999, is being examined.

SITUATIONS

RESULTS

1. A invents X and files application.

This is permissible.

2. B modifies X to XY after A’s application is filed.
B files evidence establishing that A and B were both
under obligation to assign inventions to C at the time
the invention XY was made.

Provisional 35 U.S.C. 102(e)/103 rejection cannot be
made; provisional double patenting rejection made;
no 35 U.S.C. 102(e)/103 or 102(g)/103 rejection
made.

3. B files a terminal disclaimer under 37 CFR
1.321(c).

The provisional double patenting rejection made in
B’s application would be obviated if all requirements
of 37 CFR 1.321 are met.
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EXAMINATION OF CONTINUING APPLICA-
TION COMMONLY OWNED WITH ABAN-
DONED PARENT APPLICATION TO WHICH
BENEFIT IS CLAIMED UNDER 35 U.S.C. 120

An application claiming the benefit of a prior filed
copending national or international application under
35 U.S.C. 120 must name as an inventor at least one
inventor named in the prior filed application. The
prior filed application must also disclose the named
inventor’s invention claimed in at least one claim of
the later filed application in the manner provided by
the first paragraph of 35 U.S.C. 112. This practice
contrasts with the practice in effect prior to November
8, 1984 (the date of enactment of Public Law 98-622)
where the inventorship entity in each of the applica-
tions was required to be the same for benefit under
35 U.S.C. 120.

So long as the applications have at least one inven-
tor in common and the other requirements are met, the
Office will permit a claim for 35 U.S.C. 120 benefit
without any additional submissions or notifications
from applicants regarding inventorship differences.

In addition to the normal examination conducted by
the examiner, he or she must examine the earlier filed
application to determine if the earlier and later appli-
cations have at least one inventor in common and that
the other 35 U.S.C. 120 requirements are met. The
claim for 35 U.S.C. 120 benefit will be permitted
without examination of the earlier application for dis-
closure and support of at least one claim of the later
filed application under 35 U.S.C. 112, first paragraph
unless it becomes necessary to do so, for example,
because of an intervening reference.

706.02(1) Rejections Under 35 U.S.C.
102(f)/103 and 35 U.S.C.
102(g)/103; 35 U.S.C. 103(c)
[R-2]

35 U.S.C. 103. Conditions for patentability;, non-obvious
subject matter.

etk sk

(c) Subject matter developed by another person, which qual-
ifies as prior art only under one or more of subsections (e), (f), and
(g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same
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person or subject to an obligation of assignment to the same per-
son.

Prior to November 29, 1999, 35 U.S.C. 103(c) pro-
vided that subject matter developed by another which
qualifies as “prior art” only under subsections
35 U.S.C. 102(f) or 35 U.S.C. 102(g) is not to be con-
sidered when determining whether an invention
sought to be patented is obvious under 35 U.S.C. 103,
provided the subject matter and the claimed invention
were commonly owned at the time the invention was
made. See MPEP § 706.02(1)(1) for information
regarding when prior art under 35 U.S.C. 102(e)/103
is disqualified under 35 U.S.C. 103(c).

For applications filed prior to November 29, 1999,
the subject matter that is disqualified as prior art
under 35 U.S.C. 103(c) is strictly limited to subject
matter that A) qualifies as prior art only under
35U.S.C. 102(f) or 35 U.S.C. 102(g), and B) was
commonly owned with the claimed invention at the
time the invention was made. If the subject matter that
qualifies as prior art only under 35 U.S.C. 102(f) or
35 U.S.C. 102(g) was not commonly owned at the
time of the invention, the subject matter is not dis-
qualified as prior art under 35 U.S.C. 103(c). See
0ddzOn Products, Inc. v. Just Toys, Inc., 122 F.3d
1396, 1403-04, 43 USPQ2d 1641, 1646 (Fed. Cir.
1997) (“We therefore hold that subject matter derived
from another not only is itself unpatentable to the
party who derived it under § 102(f), but, when com-
bined with other prior art, may make a resulting obvi-
ous invention unpatentable to that party under a
combination of §§ 102(f) and 103.”) If the subject
matter qualifies as prior art under any other subsec-
tion (e.g., subsection 35 U.S.C. 102(a), 35 U.S.C.
102(b), or 35 U.S.C. 102(e)) it will not be disqualified
as prior art under 35 U.S.C. 103(c).

It is important to recognize that 35 U.S.C. 103(c)
applies only to consideration of prior art for purposes
of obviousness under 35 U.S.C. 103. It does not apply
to or affect subject matter which **>is applied in a
rejection< under 35 U.S.C. 102. A patent applicant
urging that subject matter is disqualified has the bur-
den of establishing that it was commonly owned at the
time the claimed invention was made. Absent proper
evidence of common ownership at the time the later
invention was made, the appropriate rejection under
35 U.S.C. 102(f) or 35 U.S.C. 102(g) as it applies
through 35 U.S.C. 103 should be made. See MPEP
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§ 706.02(1)(2) for information pertaining to establish-
ing common ownership.

Information learned from or transmitted to persons
outside the organization is not disqualified as prior
art. The term “subject matter” will be construed
broadly, in the same manner the term is construed in
the remainder of 35 U.S.C. 103. The term “another”
as used in 35 U.S.C. 103 means any inventive entity
other than the inventor and would include the inventor
and any other persons. The term “developed” is to be
read broadly and is not limited by the manner in
which the development occurred. The term “com-
monly owned” means wholly owned by the same per-
son(s), or organization(s) at the time the invention
was made. See MPEP § 706.02(1)(2).

Inventors of subject matter not commonly owned at
the time of the invention, but currently commonly
owned, may file as joint inventors in a single applica-
tion. However, the claims in such an application are
not protected from a 35U.S.C. 102(f)/103 or
35 U.S.C. 102(g)/103 rejection. Applicants in such
cases have an obligation pursuant to 37 CFR 1.56 to
point out the inventor and invention dates of each
claim and the lack of common ownership at the time
the later invention was made to enable the examiner
to consider the applicability of a 35 U.S.C. 102(f)/103
or 35 U.S.C. 102(g)/103 rejection. The examiner will
assume, unless there is evidence to the contrary, that
applicants are complying with their duty of disclo-
sure.

Foreign applicants will sometimes combine the
subject matter of two or more related applications
with different inventors into a single U.S. application
naming joint inventors. The examiner will make the
assumption, absent contrary evidence, that the appli-
cants are complying with their duty of disclosure if no
information is provided relative to invention dates and
common ownership at the time the later invention was
made. Such a claim for 35 U.S.C. 119(a)-(d) benefit
based upon the foreign filed applications is appropri-
ate and 35 U.S.C. 119(a)-(d) benefit can be accorded
based upon each of the foreign filed applications.
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706.02(1)(1) Rejections Under 35 U.S.C.
102(e)/103; 35 U.S.C. 103(c)
[R-2]

35 U.S.C. 103. Conditions for patentability; non-obvious
subject matter.

stk sk

(c) Subject matter developed by another person, which qual-
ifies as prior art only under one or more of subsections (e), (f), and
(g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed inven-
tion were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same per-
son.

Effective November 29, 1999, subject matter
which was prior art under former 35 U.S.C. 103 via
35 U.S.C. 102(e) is now disqualified as prior art
against the claimed invention if that subject matter
and the claimed invention “were, at the time the
invention was made, owned by the same person or
subject to an obligation of assignment to the same
person.” This change to 35 U.S.C. 103(c) applies to
all utility, design and plant patent applications filed on
or after November 29, 1999, including continuing
applications filed under 37 CFR 1.53(b), continued
prosecution application filed under 37 CFR 1.53(d),
and reissues. The amendment to 35 U.S.C. 103(c)
does not affect any application filed before November
29, 1999, a request for examination under 37 CFR
1.129 of such an application, nor a request for contin-
ued examination under 37 CFR 1.114 of such an
application. The Intellectual Property and High Tech-
nology Technical Amendments Act of 2002 (Pub.
L. 107-273, 116 Stat. 1758 (2002) did not further
amend the exclusion under 35 U.S.C.103(c) as
amended on November 29, 1999.

The mere filing of a continuing application on or
after November 29, 1999, with the required evidence
of common ownership, will serve to exclude com-
monly owned 35 U.S.C. 102(e) prior art that was
applied, or could have been applied, in a rejection
under 35 U.S.C. 103 in the parent application. For
reissue applications, the doctrine of recapture may
prevent ** the presentation of claims in >the< reissue
applications that were amended or cancelled from the
application which matured into the patent for which
reissue is being sought, if the claims were amended or
cancelled to distinguish the claimed invention from
35 U.S.C. 102(e)/103 prior art which was commonly
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owned or assigned at the time the invention was
made. >If an examiner determines that this situation
applies in the reissue application under examination, a
consultation with the Office of Patent Legal Adminis-
tration should be initiated via the Technology Center
Special Program Examiner.<

35 U.S.C. 103(c) applies only to prior art usable in
an obviousness rejection under 35 U.S.C. 103. Sub-
ject matter that qualifies as anticipatory prior art
under 35 U.S.C. 102, including 35 U.S.C. 102(e), is
not affected, and may still be used to reject claims as
being anticipated.

The burden of establishing that subject matter is
disqualified as prior art is placed on applicant once
the examiner has established a prima facie case of
obviousness based on the subject matter. >The fact
that the reference and the application have the same
assignee is not, by itself, sufficient evidence to dis-
qualify the prior art under 35 U.S.C. 103(c). There
must be a statement that the common ownership was
“at the time the invention was made.”’<

See MPEP § 706.02(1)(2) for information regarding
establishing common ownership. See MPEP
§ 706.02(1)(3) for examination procedure with respect
to 35 U.S.C. 103(c). Non-statutory and statutory dou-
ble patenting rejections, based on subject matter now
disqualified as prior art in amended 35 U.S.C. 103(c),
should still be made as appropriate. See MPEP § 804.

706.02(1)(2) Establishing Common Own-
ership [R-2]

In order to be disqualified as prior art under
35 U.S.C. 103(c), the subject matter which would oth-
erwise be prior art to the claimed invention and the
claimed invention must be commonly owned at the
time the claimed invention was made >or subject to
an obligation of assignment that would establish com-
mon ownership<. See MPEP § 706.02(1) for
35 U.S.C. 102(£)/103 or 35 U.S.C. 102(g)/103 prior
art disqualified under 35 U.S.C. 103(c). See MPEP
§ 706.02(1)(1) for 35 U.S.C. 102(e)/103 prior art dis-
qualified under 35 U.S.C. 103(c).

L. DEFINITION
SHIP

OF COMMON OWNER-

The term “commonly owned” is intended to mean
that the subject matter which would otherwise be
prior art to the claimed invention and the claimed
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invention are entirely or wholly owned by the same
person(s) or organization(s)>/business entity(ies)< at
the time the claimed invention was made. If the per-
son(s) or organization(s) owned less than 100 percent
of the subject matter which would otherwise be prior
art to the claimed invention, or less than 100 percent
of the claimed invention, then common ownership
would not exist. Common ownership requires that the
person(s) or organization(s)>/business entity(ies)<
own 100 percent of the subject matter and 100 percent
of the claimed invention.

Specifically, if an invention claimed in an applica-
tion is owned by more than one entity and those enti-
ties seek to exclude the use of a reference under
35 U.S.C. 103, then the reference must be owned by,
or subject to an obligation of assignment to, the same
entities that owned the application, at the time the
later invention was made. For example, assume Com-
pany A owns twenty percent of patent Application X
and Company B owns eighty percent of patent Appli-
cation X at the time the invention of Application X
was made. In addition, assume that Companies A and
B seek to exclude the use of Reference Z under
35U.S.C. 103. Reference Z must have been co-
owned, or have been under an obligation of assign-
ment to both companies, on the date the invention was
made in order for the exclusion to be properly
requested. A statement such as “Application X and
Patent Z were, at the time the invention of Application
X was made, jointly owned by Companies A and B”
would be sufficient evidence of common ownership.

For applications owned by a joint venture of two or
more entities, both the application and the reference
must have been owned by, or subject to an obligation
of assignment to, the joint venture at the time the
invention was made. For example, if Company A and
Company B formed a joint venture, Company C, both
Application X and Reference Z must have been
owned by, or subject to an obligation of assignment
to, Company C at the time the invention was made in
order for Reference Z to be properly excluded as prior
art under 35 U.S.C. 103(c). If Company A by itself
owned Reference Z at the time the invention of Appli-
cation X was made >and Application X was owned by
Company C on the date the invention was made<,
>then< a request for the exclusion of Reference Z as
prior art under 35 U.S.C. 103(c) would not be proper.
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As long as principal ownership rights to either the
subject matter or the claimed invention reside in dif-
ferent persons or organizations common ownership
does not exist. A license of the claimed invention to
another by the owner where basic ownership rights
are retained would not defeat ownership.

The requirement for common ownership at the time
the claimed invention was made is intended to pre-
clude obtaining ownership of subject matter after the
claimed invention was made in order to disqualify
that subject matter as prior art against the claimed
invention.

The question of whether common ownership exists
at the time the claimed invention was made is to be
determined on the facts of the particular case in ques-
tion. Actual ownership of the subject matter and the
claimed invention by the same individual(s) or orga-
nization(s) or a legal obligation to assign both the sub-
ject matter and the claimed invention to the same
individual(s) or organization(s)>/business entity(ies)<
must be in existence at the time the claimed invention
was made in order for the subject matter to be disqual-
ified as prior art. A moral or unenforceable obligation
would not evidence common ownership.

Under 35 U.S.C. 103(c), an applicant’s admission
that subject matter was developed prior to applicant’s
invention would not make the subject matter prior art
to applicant if the subject matter qualifies as prior art
only under sections 35 U.S.C. 102(f) or 35 U.S.C.
102(g), or, for applications filed on or after November
29, 1999, 35 U.S.C. 102(e), and if the subject matter
and the claimed invention were commonly owned at
the time the invention was made. See In re Fout,
675 F.2d 297, 213 USPQ 532 (CCPA 1982), for a
decision involving an applicant’s admission which
was used as prior art against their application. If the
subject matter and invention were not commonly
owned, an admission that the subject matter is prior
art would be usable under 35 U.S.C. 103.

The burden of establishing that subject matter is
disqualified as prior art under 35 U.S.C. 103(c) is
intended to be placed and reside upon the person or
persons urging that the subject matter is disqualified.
For example, a patent applicant urging that subject
matter is disqualified as prior art under 35 U.S.C.
103(c), would have the burden of establishing that it
was commonly owned at the time the claimed inven-
tion was made. The patentee in litigation would like-
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wise properly bear the same burden placed upon the
applicant before the U.S. Patent and Trademark
Office. To place the burden upon the patent examiner
or the defendant in litigation would not be appropriate
since evidence as to common ownership at the time
the claimed invention was made might not be avail-
able to the patent examiner or the defendant in litiga-
tion, but such evidence, if it exists, should be readily
available to the patent applicant or the patentee.

In view of 35 U.S.C. 103(c), the *>Director< has
reinstituted in appropriate circumstances the practice
of rejecting claims in commonly owned applications
of different inventive entities on the grounds of dou-
ble patenting. Such rejections can be overcome in
appropriate circumstances by the filing of terminal
disclaimers. This practice has been judicially autho-
rized. See In re Bowers, 359 F.2d 886, 149 USPQ 57
(CCPA 1966). The use of double patenting rejections
which then could be overcome by terminal disclaim-
ers preclude patent protection from being improperly
extended while still permitting inventors and their
assignees to obtain the legitimate benefits from their
contributions. See also MPEP § 804.

The following examples are provided for illustra-
tion only:

Example 1

Parent Company owns 100% of Subsidiaries A
and B

- inventions of A and B are commonly owned by
the Parent Company.

Example 2

Parent Company owns 100% of Subsidiary A and
90% of Subsidiary B

- inventions of A and B are not commonly owned
by the Parent Company.

Example 3

If same person owns subject matter and invention
at time invention was made, license to another
may be made without the subject matter becoming
prior art.

Example 4

Different Government inventors retaining certain
rights (e.g. foreign filing rights) in separate inven-
tions owned by Government precludes common
ownership of inventions.
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Example 5

Company A and Company B form joint venture
Company C. Employees of A, while working for C
with an obligation to assign inventions to C, invent
invention #1; employees of B while working for C
with an obligation to assign inventions to C, invent
invention #2, with knowledge of #1.

Question: Are #1 and #2 commonly owned at the
time the later invention was made so as to preclude
a rejection under 35 U.S.C. 102(e), (f) or (g) in
view of 35 U.S.C. 103?

Answer: Yes- If the required evidence of common
ownership is made of record in the patent applica-
tion file. If invention #1 was invented by employ-
ees of Company A not working for Company C
and Company A maintained sole ownership of
invention #1 at the time invention #2 was made,
inventions #1 and #2 would not be commonly
owned as required by 35 U.S.C. 103(c).

Example 6

Company A owns 40% of invention #1 and 60% of
invention #2, and Company B owns 60% of inven-
tion #1 and 40% of invention #2 at the time inven-
tion #2 was made.

-inventions #1 and #2 are commonly owned.

Example 7

Company B has a joint research project with Uni-
versity A. Under the terms of the joint research
project, University A has agreed that all of its pat-
ents will be jointly owned by Company B and Uni-
versity A. Professor X, who works for University
A, has an employee agreement with University A
assigning all his patents only to University A.
After the joint research project agreement is exe-
cuted, University A files patent application #1 for
the invention of Professor X, before Company B
files patent application #2 on a similar invention.

- inventions #1 and #2 are commonly owned
because Professor X’s obligation to assign patents
to University A who has an obligation to assign
patents to the A-B joint venture legally establishes
Professor X’s obligation to assign patents to the A-
B joint venture.
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Example 8

Inventor X working at Company A invents and
files patent application #1 on technology T, owned
by Company A. After application #1 is filed, Com-
pany A spins off a 100% owned Subsidiary B for
technology T including the transfer of the owner-
ship of patent application #1 to Subsidiary B. After
Subsidiary B is formed, inventor Y (formerly a
Company A employee, but now an employee of
Subsidiary B obligated to assign to Subsidiary B)
jointly files application #2 with inventor X (now
also an employee of Subsidiary B with an obliga-
tion to assign to Subsidiary B), which is directed to
a possibly unobvious improvement to technology
T.

- the inventions of applications #1 and #2 are com-
monly owned since Subsidiary B is a wholly
owned subsidiary of Company A.<

The examiner must examine the application as to
all grounds except 35 U.S.C. 102(e), (f) and (g) as
they apply through 35 U.S.C. 103 only if the applica-
tion file(s) establishes common ownership at the time
the later invention was made. Thus, it is necessary to
look to the time at which common ownership exists. If
common ownership does not exist at the time the later
invention was made, the earlier invention is not dis-
qualified as potential prior art under 35 U.S.C. 102(e),
(f) and (g) as they apply through 35 U.S.C. 103. An
invention is “made” when conception is complete as
defined in Mergenthaler v. Scudder, 11 App. D.C.
264, 81 O.G. 1417, 1897 C.D. 724 (D.C. Cir. 1897);
In re Tansel, 253 F.2d 241, 117 USPQ 188 (CCPA
1958). See Pfaff v. Wells Elecs., 525 U.S. 55, 119 S.
Ct. 304, 312, 48 USPQ2d 1641, 1647 (1998) (“the
invention must be ready for patenting . . . . by proof
that prior to the critical date the inventor had prepared
drawing or other descriptions of the invention that
were sufficiently specific to enable a person skilled in
the art to practice the invention.”) Common owner-
ship at the time the invention was made for purposes
of obviating a35 U.S.C. 102(e)/35 U.S.C. 103,
35 U.S.C. 102(£)/35 U.S.C. 103 or 35 U.S.C. 102(g)/
35 U.S.C. 103 rejection may be established irrespec-
tive of whether the invention was made in the United
States or abroad. The provisions of 35 U.S.C. 104,
however, will continue to apply to other proceedings
in the U.S. Patent and Trademark Office, e.g. in an
interference proceeding, with regard to establishing a
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date of invention by knowledge or use thereof, or
other activity with respect thereto, in a foreign coun-
try. The foreign filing date will continue to be used for
interference purposes under 35 U.S.C. 119(a)-(d) and
35 U.S.C. 365.

II. EVIDENCE REQUIRED TO ESTABLISH
COMMON OWNERSHIP

It is important to recognize just what constitutes
sufficient evidence to establish common ownership at
the time the invention was made. The common own-
ership must be shown to exist at the time the later
invention was made. A statement of present common
ownership is not sufficient. In re Onda, 229 USPQ
235 (Comm’r Pat. 1985).

The following statement is sufficient evidence to
establish common ownership of, or an obligation for
assignment to, the same person(s) or organizations(s):

Applications and references (whether patents, patent appli-
cations, patent application publications, etc.) will be consid-
ered by the examiner to be owned by, or subject to an
obligation of assignment to the same person, at the time the
invention was made, if the applicant(s) or an attorney or
agent of record makes a statement to the effect that the
application and the reference were, at the time the invention
was made, owned by, or subject to an obligation of assign-
ment to, the same person.

See “Guidelines Setting Forth a Modified Policy
Concerning the Evidence of Common Ownership, or
an Obligation of Assignment to the Same Person, as
Required by 35 U.S.C. 103(c),” 1241 O.G. 96
(December 26, 2000). The applicant(s) or the repre-
sentative(s) of record have the best knowledge of the
ownership of their application(s) and reference(s), and
their statement of such is sufficient evidence because
of their paramount obligation of candor and good
faith to the USPTO.

The statement concerning common ownership
should be clear and conspicuous (e.g., on a separate
piece of paper or in a separately labeled section) in
order to ensure that the examiner quickly notices the
statement. Applicants may, but are not required to,
submit further evidence, such as assignment records,
affidavits or declarations by the common owner, or
court decisions, in addition to the above-mentioned
statement concerning common ownership.

For example, an attorney or agent of record
receives an Office action for Application X in which
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all the claims are rejected under 35 U.S.C. 103(a)
using Patent A in view of Patent B wherein Patent A
is only available as prior art under 35 U.S.C. 102(e),
(f), and/or (g). In her response to the Office action, the
attorney or agent of record for Application X states, in
a clear and conspicuous manner, that:

“Application X and Patent A were, at the time the invention
of Application X was made, owned by Company Z.”

This statement alone is sufficient evidence to dis-
qualify Patent A from being used in a rejection under
35 U.S.C. 103(a) against the claims of Application X.

In rare instances, the examiner may have indepen-
dent evidence that raises a material doubt as to the
accuracy of applicant’s representation of either (1) the
common ownership of, or (2) the existence of an obli-
gation to commonly assign, the application being
examined and the applied U.S. patent or U.S. patent
application publication reference. In such cases, the
examiner may explain why the accuracy of the repre-
sentation is doubted, and require objective evidence
of common ownership of, or the existence of an obli-
gation to assign, the application being examined and
the applied reference as of the date of invention of the
application being examined. As mentioned above,
applicant(s) may submit, in addition to the above-
mentioned statement regarding common ownership,
the following objective evidence:

(A) Reference to assignments recorded in the U.S.
Patent and Trademark Office in accordance with
37 CFR Part 3 which convey the entire rights in the
applications to the same person(s) or organization(s);

(B) Copies of unrecorded assignments which con-
vey the entire rights in the applications to the same
person(s) or organization(s) are filed in each of the
applications;

(C) An affidavit or declaration by the common
owner is filed which states that there is common own-
ership and states facts which explain why the affiant
or declarant believes there is common ownership,
which affidavit or declaration may be signed by an
official of the corporation or organization empowered
to act on behalf of the corporation or organization
when the common owner is a corporation or other
organization; and

(D) Other evidence is submitted which establishes
common ownership of the applications.
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706.02(1)(3) Examination Procedure With
Respect to 35 U.S.C. 103(c)
[R-2]

Examiners are reminded that a reference used in an
anticipatory rejection under 35 U.S.C. 102(e), (f), or
(g) is not disqualified as prior art if evidence is pro-
vided to show common ownership by, or an obliga-
tion of assignment to, the same person at the time the
invention was made. Such a commonly owned refer-
ence is only disqualified when

(A) proper evidence is filed,

(B) the reference only qualifies as prior art under
35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for appli-
cations filed on or after November 29, 1999, (e.g. not
35 U.S.C. 102(a) or (b)) and

(C) the reference was used in an obviousness
rejection under 35 U.S.C. 103(a).

Applications and patents will be considered to be
owned by, or subject to an obligation of assignment
to, the same person, at the time the invention was
made, if the applicant(s) or an attorney or agent of
record makes a statement to the effect that the appli-
cation and the reference were, at the time the inven-
tion was made, owned by, or subject to an obligation
of assignment to, the same person(s) or organiza-
tion(s).

See MPEP § 706.02(1)(2) for additional informa-
tion pertaining to establishing common ownership.

>

L. <EXAMINATION OF APPLICATIONS OF
DIFFERENT INVENTIVE ENTITIES
WHERE COMMON OWNERSHIP HAS
NOT BEEN ESTABLISHED

If the application file being examined does not
establish that it and the reference patent(s) or applica-
tion(s) are owned by, or subject to an obligation of
assignment to, the same person, at the time the inven-
tion was made, the examiner will:

(A) assume the application(s) and patent(s) are
not commonly owned;

(B) examine the application on all grounds other
than any conflict between the reference patent(s) or
application(s) arising from a possible 35 U.S.C. 103
rejection based on 35 U.S.C. 102(e), (f) and/or (g);
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(C) consider the applicability of any references
under 35 U.S.C. 103 based on 35 U.S.C. 102(e), (f)
and/or (g), including provisional rejections under
35 U.S.C. 102(e)/103; and

(D) apply the best references against the claimed
invention by rejections under 35 U.S.C. 102 and 103,
including any rejections under 35 U.S.C. 103 based
on 35 U.S.C. 102(e), (f) and/or (g), until such time
that a statement is made that the application(s) and
patent(s) were commonly owned, at the time the
invention was made. When applying any 35 U.S.C.
102(e)/103 references against the claims in applica-
tions filed on or after November 29, 1999, the exam-
iner should anticipate that a statement of common
ownership may disqualify any patent or application
applied in a rejection under 35 U.S.C. 103 based on
35 U.S.C. 102(e). See MPEP § 706.02(1)(1). If such a
statement is filed in reply to the 35 U.S.C. 102(e)/ 103
rejection and the claims are not amended, the exam-
iner may not make the next Office action final if a
new rejection is made.See MPEP § 706.07(a).

>

II. < EXAMINATION OF APPLICATIONS
OF DIFFERENT INVENTIVE ENTITIES
FILED ON OR AFTER NOVEMBER 29,
1999 WHERE COMMON OWNERSHIP
HAS BEEN ESTABLISHED

If the application being examined establishes that it
and any reference patent or application were owned
by, or subject to an obligation or assignment to, the
same person, at the time the invention was made, the
examiner will:

(A) examine the applications as to all grounds
except 35 U.S.C. 102(e), (f) and (g) as they apply
through 35 U.S.C. 103, including provisional rejec-
tions under 35 U.S.C. 102(e)/103;

(B) examine the applications for double patent-
ing, including statutory and nonstatutory double pat-
enting, and make a provisional rejection, if
appropriate; and

(C) invite the applicant to file a terminal dis-
claimer to overcome any provisional or actual non-
statutory double patenting rejection, if appropriate.

>
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III. <EXAMINATION OF APPLICATIONS OF
DIFFERENT INVENTIVE ENTITIES
FILED PRIOR TO NOVEMBER 29, 1999
WHERE COMMON OWNERSHIP HAS
BEEN ESTABLISHED

In applications filed prior to November 29, 1999,
the disclosure of an earlier filed patent application
which issues as a patent continues to be prior art
under 35 U.S.C. 102(e) against a later invented and
filed application of another inventor even though the
patent and the later invention were owned by, or sub-
ject to, an obligation of assignment to the same person
at the time the later invention was made. See MPEP
§ 706.02(1)(1).

If the application being examined establishes that it
and any reference patent or application were owned
by, or subject to an obligation or assignment to, the
same person, at the time the invention was made, the
examiner will:

(A) examine the applications as to all grounds
except 35 U.S.C. 102(f) and (g) as they apply through
35 U.S.C. 103;

(B) examine the applications for double patent-
ing, including statutory and nonstatutory double pat-
enting, and make a provisional rejection, if
appropriate; and

(C) examine the later filed application under
35 U.S.C. 102(e) as it applies through 35 U.S.C. 103
and make a provisional rejection under 35 U.S.C.
102(e)/35 U.S.C. 103 in the later filed application, if
appropriate; and

(D) invite the applicant to file a terminal dis-
claimer to overcome any provisional or actual non-
statutory double patenting rejection, if appropriate,
and permit the applicant of the later filed application
to file an affidavit or declaration under 37 CFR 1.131,
or a terminal disclaimer and an affidavit or declara-
tion under 37 CFR 1.130 if the same patentable inven-
tion is being claimed and the commonly owned
application has issued as a patent (see MPEP § 715.05
and § 718), or an affidavit or declaration under
37CFR 1.132 showing the invention is not “by
another,” to overcome the provisional or actual
35 U.S.C. 102(e)/35 U.S.C. 103 rejection, if appropri-
ate. An affidavit or declaration under 37 CFR 1.130
cannot be used to overcome a provisional 35 U.S.C.
102(e)/103 rejection. See MPEP § 718.

700-57

706.02(m)

>

IV. <DOUBLE PATENTING REJECTIONS

Commonly owned applications of different inven-
tive entities may be rejected on the ground of double
patenting, even if the later filed application claims
35 U.S.C. 120 benefit to the earlier application. A
rejection based on a pending application would be a
provisional rejection. The practice of rejecting claims
on the ground of double patenting in commonly
owned applications of different inventive entities is in
accordance with existing case law and prevents an
organization from obtaining two or more patents with
different expiration dates covering nearly identical
subject matter. See MPEP § 804 for guidance on dou-
ble patenting issues. In accordance with established
patent law doctrines, double patenting rejections can
be overcome in certain circumstances by disclaiming,
pursuant to the existing provisions of 37 CFR 1.321,
the terminal portion of the term of the later patent and
including in the disclaimer a provision that the patent
shall be enforceable only for and during the period the
patent is commonly owned with the application or
patent which formed the basis for the rejection,
thereby eliminating the problem of extending patent
life. See MPEP § 804 and § 804.02.

706.02(m) Form Paragraphs for Use in
Rejections Under 35 U.S.C. 103
[R-2]

The following form paragraphs should be used in
making the appropriate rejections under 35 U.S.C.
103.

q 7.20 Statement of Statutory Basis, 35 U.S.C. 103(a)

The following is a quotation of 35 U.S.C. 103(a) which forms
the basis for all obviousness rejections set forth in this Office
action:

(a) A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102
of this title, if the differences between the subject matter
sought to be patented and the prior art are such that the sub-
ject matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill in
the art to which said subject matter pertains. Patentability
shall not be negatived by the manner in which the invention
was made.

Examiner Note:
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1. The statute is not to be cited in all Office actions. It is only
required in first actions on the merits employing 35 U.S.C. 103(a)
and final rejections. Where the statute is being applied, but is not
cited in an action on the merits, use paragraph 7.103.

2. This form paragraph should only be used ONCE in a given
Office action.

3. This form paragraph must precede form paragraphs 7.20.01 -
7.22 when this form paragraph is used to cite the statute in first
actions and final rejections.

q 7.20.01 For Applications filed Prior to November 29,
1999, 103(a) Rejection Using Art Disqualified Under 102
(f)or(g)

Applicant has provided evidence in this file showing that the
invention was owned by, or subject to an obligation of assignment
to, the same entity as [1] at the time this invention was made.
Accordingly, [2] is disqualified as prior art through 35 U.S.C.
102(f) or (g) in any rejection under 35 U.S.C. 103(a) in this appli-
cation. However, this applied art additionally qualifies as prior art
under another subsection of 35 U.S.C. 102 and accordingly is not
disqualified as prior art under 35 U.S.C. 103(a).

Applicant may overcome the applied art either by a showing
under 37 CFR 1.132 that the invention disclosed therein was
derived from the inventor of this application, and is therefore, not
the invention “by another,” or by antedating the applied art under
37 CFR 1.131.

Examiner Note:

1. This form paragraph must be included following form para-
graph 7.20 in all actions containing rejections under 35 U.S.C.
103(a) using art that is disqualified under 103(c) using 102(f) or
(g), but which qualifies under another section of 35 U.S.C. 102.
2. Inbrackets 1 and 2, identify the commonly owned applied art
(patent or co-pending application).

3. Use this form paragraph only in applications filed prior to
November 29, 1999. For applications filed on or after November
29, 1999, use form paragraph 7.20.03.

q 7.20.03 For Applications Filed On Or After November
29, 1999, 103(a) Rejection Using Art Disqualified Under
102(e), (f) or ()

Applicant has provided evidence in this file showing that the
invention was owned by, or subject to an obligation of assignment
to, the same entity as [1] at the time this invention was made.
Accordingly, [2] is disqualified as prior art through 35
U.S.C. 102(e), (f) or (g) in any rejection under 35 U.S.C. 103(a) in
this application. However, this applied art additionally qualifies as
prior art under another subsection of 35 U.S.C. 102 and accord-
ingly is not disqualified as prior art under 35 U.S.C. 103(a).

Applicant may overcome the applied art either by a showing
under 37 CFR 1.132 that the invention disclosed therein was
derived from the inventor of this application, and is therefore, not
the invention “by another,” or by antedating the applied art under
37 CFR 1.131.

Examiner Note:
1. This form paragraph must be included following form para-
graph 7.20 in all actions containing rejection under 35 U.S.C.
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103(a) using art that is disqualified under 103(c) using 102(e), (f)
or (g), but which qualifies under another section of 35 U.S.C. 102.
2. Inbrackets 1 and 2, identify the commonly owned applied art
(patent or co-pending application).

3. Use this form paragraph only in applications filed on or after
November 29, 1999. For applications filed prior to November 29,
1999, use form paragraph 7.20.01.

q 7.20.02 Joint Inventors, Common Ownership Presumed

This application currently names joint inventors. In consider-
ing patentability of the claims under 35 U.S.C. 103(a), the exam-
iner presumes that the subject matter of the various claims was
commonly owned at the time any inventions covered therein were
made absent any evidence to the contrary. Applicant is advised of
the obligation under 37 CFR 1.56 to point out the inventor and
invention dates of each claim that was not commonly owned at the
time a later invention was made in order for the examiner to con-
sider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C.
102(e), (f) or (g) prior art under 35 U.S.C. 103(a).

Examiner Note:

This paragraph must be used in all applications with joint
inventors (unless the claims are clearly restricted to only one
claimed invention, e.g., only a single claim is presented in the
application).

**>

q 7.21 Rejection, 35 U.S.C. 103(a)
Claim [1] rejected under 35 U.S.C. 103(a) as being unpatent-
able over [2].

Examiner Note:

1. This paragraph must be preceded by either form paragraph
7.20 or form paragraph 7.103.

2. An explanation of the rejection applying the Graham v.
Deere test must follow this form paragraph.

3. If the rejection relies upon prior art under 35 U.S.C. 102(e),
use 35 U.S.C. 102(e) as amended by the American Inventors Pro-
tection Act to determine the reference’s prior art date, unless the
reference is a U.S. patent issued directly, or indirectly, from an
international application which has an international filing date
prior to November 29, 2000. In other words, use pre-AIPA 35
U.S.C. 102(e) only if the reference is a U.S. patent issued directly
or indirectly from either a national stage of an international appli-
cation (application under 35 U.S.C. 371) which has an interna-
tional filing date prior to November 29, 2000 or a continuing
application claiming benefit under 35 U.S.C. 120, 121 or 365(c) to
an international application having an international filing date
prior to November 29, 2000. See the Examiner Notes for form
paragraphs 7.12 and 7.12.01 to assist in the determination of the
reference’s 35 U.S.C. 102(e) date.

4.  For applications being examined that were filed on or after
November 29, 1999, if this rejection relies upon art that is disqual-
ified under 35 U.S.C. 102(e), (f) or (g) based upon the common
ownership of the invention, paragraph 7.20.03 must follow this
paragraph

5. For applications being examined that were filed prior to
November 29, 1999, if this rejection relies upon art that is disqual-
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ified under 35 U.S.C. 102(f) or (g) based upon the common own-
ership of the invention, paragraph 7.20.01 must follow this
paragraph.

6. If this rejection is a provisional 35 U.S.C. 103(a) rejection
based upon a copending application that would comprise prior art
under 35 U.S.C. 102(e) if patented, use paragraph 7.21.01 instead
of this paragraph.

g 7.21.01 Provisional Rejection, 35 U.S.C. 103(a),
Common Assignee or at Least One Common Inventor

Claim [1] provisionally rejected under 35 U.S.C. 103(a) as
being obvious over copending Application No. [2] which has a
common [3] with the instant application. Based upon the earlier
effective U.S. filing date of the copending application, it would
constitute prior art under 35 U.S.C. 102(e) if published or pat-
ented. This provisional rejection under 35 U.S.C. 103(a) is based
upon a presumption of future publication or patenting of the con-
flicting application. [4]

This provisional rejection might be overcome either by a show-
ing under 37 CFR 1.132 that any invention disclosed but not
claimed in the copending application was derived from the inven-
tor of this application and is thus not the invention “by another,”
or by a showing of a date of invention for the instant application
prior to the effective U.S. filing date of the copending application
under 37 CFR 1.131. For applications filed on or after November
29, 1999, this rejection might also be overcome by showing that
the subject matter of the reference and the claimed invention
were, at the time the invention was made, owned by the same per-
son or subject to an obligation of assignment to the same person.
See MPEP  § 706.02(1)(1) and § 706.02(1)(2)

Examiner Note:

1. This paragraph is used to provisionally reject claims not pat-
entably distinct from the disclosure in a copending application
having an earlier U.S. filing date and also having either a common
assignee or at least one common inventor. This form paragraph
should not be used in applications filed on or after November 29,
1999 when the application being examined establishes that it and
any reference patent or application were owned by, or subject to
an obligation or assignment to, the same person, at the time the
invention was made. See MPEP § 706.02(1)(3).

2. Use 35 U.S.C. 102(e) as amended by the American Inventors
Protection Act (AIPA) to determine the copending application ref-
erence’s prior art date, unless the copending application reference
is based directly, or indirectly, from an international application
which has an international filing date prior to November 29, 2000.
If the copending application reference is either a national stage of
an international application (application under 35 U.S.C. 371)
which has an international filing date prior to November 29, 2000,
or a continuing application claiming benefit under 35 U.S.C. 120,
121, or 365(c) to an international application having an interna-
tional filing date prior to November 29, 2000, use pre-AIPA 35
U.S.C. 102(e) to determine the copending application reference’s
prior art date. See the Examiner Notes for form paragraphs 7.12
and 7.12.01 to assist in the determination of the 35 U.S.C. 102(e)
date.

3. If the claimed invention is fully disclosed in the copending
application, use paragraph 7.15.01.
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4. In bracket 3, insert either --assignee-- or --inventor--.

5. Inbracket 4, insert explanation of obviousness.

6. If the claimed invention is also claimed in the copending
application, a provisional obviousness double patenting rejection
should additionally be made using paragraph 8.33 and 8.37.

7. If evidence indicates that the copending application is also
prior art under 35 U.S.C. 102(f) or (g) and the copending applica-
tion has not been disqualified as prior art in a 35 U.S.C. 103(a)
rejection based upon common ownership, a rejection should addi-
tionally be made under 35 U.S.C. 103(a) using paragraph 7.21
(e.g., applicant has named the prior inventor in response to a
requirement made using paragraph 8.28).

<

q 7.21.02 Rejection, 35 U.S.C. 103(a), Common Assignee
or at Least One Common Inventor

Claim [1] rejected under 35 U.S.C. 103(a) as being obvious
over [2].

The applied reference has a common [3] with the instant appli-
cation. Based upon the earlier effective U.S. filing date of the ref-
erence, it constitutes prior art under 35 U.S.C. 102(e). This
rejection under 35 U.S.C. 103(a) might be overcome by: (1) a
showing under 37 CFR 1.132 that any invention disclosed but not
claimed in the reference was derived from the inventor of this
application and is thus not an invention “by another”; (2) a show-
ing of a date of invention for the claimed subject matter of the
application which corresponds to subject matter disclosed but not
claimed in the reference, prior to the effective U.S. filing date of
the reference under 37 CFR 1.131; or (3) an oath or declaration
under 37 CFR 1.130 stating that the application and reference are
currently owned by the same party and that the inventor named in
the application is the prior inventor under 35 U.S.C. 104, together
with a terminal disclaimer in accordance with 37 CFR 1.321(c).
For applications filed on or after November 29, 1999, this rejec-
tion might also be overcome by showing that the subject matter of
the reference and the claimed invention were, at the time the
invention was made, owned by the same person or subject to an
obligation of assignment to the same person. See MPEP §
706.02(1)(1) and § 706.02(1)(2). [4]

Examiner Note:

1. This paragraph is used to reject over a reference (patent or
published application) with an earlier filing date that discloses the
claimed invention, and that only qualifies as prior art under 35
U.S.C. 102(e). If the reference qualifies as prior art under 35
U.S.C. 102(a) or (b), then this form paragraph should not be used
(form paragraph 7.21 should be used instead). The reference must
have either a common assignee or at least one common inventor.
This form paragraph should not be used in applications filed on or
after November 29, 1999 when the application being examined
establishes that it and any reference were owned by, or subject to
an obligation or assignment to, the same person, at the time the
invention was made. See MPEP § 706.02(1)(3).

2. 35 U.S.C. 102(e) as amended by the American Inventors
Protection Act of 1999 (AIPA) must be applied if the reference is
one of the following:
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a. aU.S. patent or a publication of a U.S. application for patent
filed under 35 U.S.C. 111(a);

b. a U.S. patent issued directly or indirectly from, or a U.S. or
WIPO publication of, an international application if the interna-
tional application has an international filing date on or after
November 29, 2000.

See the Examiner Notes for form paragraph 7.12 to assist in the
determination of the 35 U.S.C. 102(e) date of the reference.

3. Pre-AIPA 35 U.S.C 102(e) must be applied if the reference is
a U.S. patent issued directly, or indirectly, from an international
application filed prior to November 29, 2000. See the Examiner
Notes for form paragraph 7.12.01 to assist in the determination of
the 35 U.S.C. 102(e) date of the reference.

4. In bracket 3, insert either --assignee-- or --inventor--.

5. Inbracket 4, insert explanation of obviousness.

**>

q 7.22 Rejection, 35 U.S.C. 103(a), Further in View Of
Claim [1] rejected under 35 U.S.C. 103(a) as being unpatent-
able over [2] as applied to claim [3] above, and further in view of

[4].

Examiner Note:

1. This form paragraph must be preceded by form paragraph
7.21.

2. An explanation of the rejection applying the Graham v.
Deere test must follow this form paragraph.

3. If the rejection relies upon prior art under 35 U.S.C. 102(e),
use 35 U.S.C. 102(e) as amended by the American Inventors Pro-
tection Act to determine the reference’s prior art date, unless the
reference is a U.S. patent issued directly, or indirectly, from an
international application which has an international filing date
prior to November 29, 2000. In other words, use pre-AIPA 35
U.S.C. 102(e) only if the reference is a U.S. patent issued directly
or indirectly from either a national stage of an international appli-
cation (application under 35 U.S.C. 371) which has an interna-
tional filing date prior to November 29, 2000 or a continuing
application claiming benefit under 35 U.S.C. 120, 121 or 365(c) to
an international application having an international filing date
prior to November 29, 2000. See the Examiner Notes for form
paragraphs 7.12 and 7.12.01 to assist in the determination of the
reference’s 35 U.S.C. 102(e) date.

<

q 7.23 Graham v. Deere, Test for Obviousness

The factual inquiries set forth in Graham v. John Deere Co.,
383 U.S. 1, 148 USPQ 459 (1966), that are applied for establish-
ing a background for determining obviousness under 35 U.S.C.
103(a) are summarized as follows:

1.Determining the scope and contents of the prior art.

2.Ascertaining the differences between the prior art and the
claims at issue.

3.Resolving the level of ordinary skill in the pertinent art.

4.Considering objective evidence present in the application
indicating obviousness or nonobviousness.

Examiner Note:
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This form paragraph may be used, if appropriate, in response to
an argument of the use of Graham v. Deere.

**>

q 7.27 Rejection, 35 U.S.C. 102 or 103(a)
Claim [1] rejected under 35 U.S.C. 102([2]) as anticipated by
or, in the alternative, under 35 U.S.C. 103(a) as obvious over [3].

Examiner Note:

1. This form paragraph is NOT intended to be commonly used
as a substitute for a rejection under 35 U.S.C. 102. In other
words, a single rejection under either 35 U.S.C. 102 or 35 U.S.C.
103(a) should be made whenever possible using appropriate form
paragraphs 7.15 to 7.19, 7.21 and 7.22. Examples of circum-
stances where this paragraph may be used are as follows:

a.  When the interpretation of the claim(s) is or may be in dis-
pute, i.e., given one interpretation, a rejection under 35 U.S.C. 102
is appropriate and given another interpretation, a rejection under
35 U.S.C. 103(a) is appropriate. See MPEP §§ 2111- 2116.01 for
guidelines on claim interpretation.

b.  When the reference discloses all the limitations of a claim
except a property or function, and the examiner cannot determine
whether or not the reference inherently possesses properties which
anticipate or render obvious the claimed invention but has basis
for shifting the burden of proof to applicant as in In re Fitzgerald,
619 F.2d 67, 205 USPQ 594 (CCPA 1980). See MPEP §§ 2112-
2112.02.

c.  When the reference teaches a small genus which places a
claimed species in the possession of the public as in In re Schau-
mann, 572 F.2d 312, 197 USPQ 5 (CCPA 1978), and the species
would have been obvious even if the genus were not sufficiently
small to justify a rejection under 35 U.S.C. 102. See MPEP §§
2131.02 and 2144.08 for more information on anticipation and
obviousness of species by a disclosure of a genus.

d.  When the reference teaches a product that appears to be the
same as, or an obvious variant of, the product set forth in a prod-
uct-by-process claim although produced by a different process.
See In re Marosi, 710 F.2d 799, 218 USPQ 289 (Fed. Cir. 1983)
and In re Thorpe, 777 F.2d 695, 227 USPQ 964 (Fed. Cir. 1985).
See also MPEP § 2113.

e. When the reference teaches all claim limitations except a
means plus function limitation and the examiner is not certain
whether the element disclosed in the reference is an equivalent to
the claimed element and therefore anticipatory, or whether the
prior art element is an obvious variant of the claimed element.
See MPEP §§ 2183-2184.

f.  When the ranges disclosed in the reference and claimed by
applicant overlap in scope but the reference does not contain a
specific example within the claimed range. See the concurring
opinion in Ex parte Lee, 31 USPQ2d 1105 (Bd. Pat. App. & Inter.
1993). See MPEP § 2131.03.

2. If the interpretation of the claim(s) renders the claim(s)
indefinite, a rejection under 35 U.S.C. 112, 2nd paragraph, may be
appropriate.

3. In bracket 2, insert the appropriate paragraph letter(s) in
parenthesis.

4. A full explanation should follow this form paragraph.
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5. If the rejection relies upon prior art under 35 U.S.C. 102(e),
use 35 U.S.C. 102(e) as amended by the American Inventors Pro-
tection Act to determine the reference’s prior art date, unless the
reference is a U.S. patent issued directly, or indirectly, from an
international application which has an international filing date
prior to November 29, 2000. In other words, use pre-AIPA 35
U.S.C. 102(e) only if the reference is a U.S. patent issued directly
or indirectly from either a national stage of an international appli-
cation (application under 35 U.S.C. 371) which has an interna-
tional filing date prior to November 29, 2000 or a continuing
application claiming benefit under 35 U.S.C. 120, 121 or 365(c) to
an international application having an international filing date
prior to November 29, 2000. See the Examiner Notes for form
paragraphs 7.12 and 7.12.01 to assist in the determination of the
reference’s 35 U.S.C. 102(e) date.

6.  This form paragraph must be preceded by 7.07, one or more
of form paragraphs 7.08 to 7.14 as appropriate, and form para-
graph 7.20 or form paragraph 7.103.

<

706.02(n) Biotechnology Process Applica-

tions; 35 U.S.C. 103(b) [R-1]

35 U.S.C. 103. Conditions for patentability; non-obvious
subject matter.

seskokocksk

(b)(1)Notwithstanding subsection (a), and upon timely elec-
tion by the applicant for patent to proceed under this subsection, a
biotechnological process using or resulting in a composition of
matter that is novel under section 102 and nonobvious under sub-
section (a) of this section shall be considered nonobvious if-

(A) claims to the process and the composition of matter
are contained in either the same application for patent or in sepa-
rate applications having the same effective filing date; and

(B) the composition of matter, and the process at the time
it was invented, were owned by the same person or subject to an
obligation of assignment to the same person.

(2) A patent issued on a process under paragraph (1)-

(A) shall also contain the claims to the composition of
matter used in or made by that process, or

(B) shall, if such composition of matter is claimed in
another patent, be set to expire on the same date as such other
patent, notwithstanding section 154.

(3) For purposes of paragraph (1), the term “biotechno-
logical process” means-

(A) a process of genetically altering or otherwise
inducing a single- or multi-celled organism to-
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(i) express an exogenous nucleotide sequence,
(i) inhibit, eliminate, augment, or alter expression
of an endogenous nucleotide sequence, or
(iii) express a specific physiological characteristic
not naturally associated with said organism;
(B) cell fusion procedures yielding a cell line that
expresses a specific protein, such as a monoclonal antibody; and
(C) amethod of using a product produced by a process
defined by subparagraph (A) or (B), or a combination of subpara-
graphs (A) and (B).

sk

35 U.S.C. 103(b) is applicable to biotechnological
processes only. 35 U.S.C. 103(b) precludes a rejection
of process claims which involve the use or making of
certain nonobvious biotechnological compositions of
matter under 35 U.S.C. 103(a).

35 U.S.C. 103(b) requires that:

(A) the biotechnological process and composition
of matter be contained in either the same application
or in separate applications having the same effective
filing date;

(B) both the biotechnological process and compo-
sition of matter be owned or subject to an assignment
to the same person at the time the process was
invented;

(C) a patent issued on the process also contain the
claims to the composition of matter used in or made
by the process, or, if the process and composition of
matter are in different patents, the patents expire on
the same date;

(D) the biotechnological process falls within the
definition set forth in 35 U.S.C. 103(b); and

(E) a timely election be made to proceed under
the provisions of 35 U.S.C. 103(b).

An election to proceed under 35 U.S.C. 103(b)
shall be made by way of petition under 37 CFR 1.182.
The petition must establish that all the requirements
set forth in 35 U.S.C. 103(b) have been satisfied.

An election will normally be considered timely if it
is made no later than the earlier of either the payment
of the issue fee or the filing of an appeal brief in an
application which contains a composition of matter
claim which has not been rejected under 35 U.S.C.
102 or 103.

In an application where at least one composition of
matter claim has not been rejected under 35 U.S.C.
102 or 103, a 35 U.S.C. 103(b) election may be
made by submitting the petition and an amendment
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requesting entry of process claims which correspond
to the composition of matter claim.

For applications pending on or after November 1,
1995, in which the issue fee has been paid prior to
March 26, 1996, the timeliness requirement for an
election under 35 U.S.C. 103(b) will be considered
satisfied if the conditions of 37 CFR 1.312(b) are met.
However, if a patent is granted on an application enti-
tled to the benefit of 35 U.S.C. 103(b) without an
election having been made as a result of error without
deceptive intent, patentees may file a reissue applica-
tion to permit consideration of process claims which
qualify for 35 U.S.C. 103(b) treatment.

See MPEP § 2116.01 for a discussion of the Fed-
eral Circuit's decisions in In re Ochiai, 71 F.3d 1565,
37 USPQ 1127 (Fed. Cir. 1995) and In re Brouwer;
77 F3d 422, 37USPQ2d 1663 (Fed. Cir. 1996)
which address the general issue of whether an other-
wise conventional process could be patented if it were
limited to making or using a nonobvious product. In
view of the Federal Circuit’s decisions in Ochiai and
Brouwer, an applicant’s need to rely upon 35 U.S.C.
103(b) should be rare. See also 1184 O.G
86 (Comm’r Pat. 1996). See 35 U.S.C. 282 for the
effect of a determination of nonobviousness under
35 U.S.C. 103(b)(1) on the presumption of validity.

706.03  Rejections Not Based on Prior

Art

The primary object of the examination of an appli-
cation is to determine whether or not the claims are
patentable over the prior art. This consideration
should not be relegated to a secondary position while
undue emphasis is given to nonprior art or “technical”
rejections. Effort in examining should be concentrated
on truly essential matters, minimizing or eliminating
effort on technical rejections which are not really crit-
ical. Where a major technical rejection is proper (e.g.,
lack of proper disclosure, undue breadth, utility, etc.)
such rejection should be stated with a full develop-
ment of the reasons rather than by a mere conclusion
coupled with some stereotyped expression.

Rejections based on nonstatutory subject matter
are explained in MPEP § 706.03(a), § 2105, § 2106 -
§ 2106.02, and § 2107 - § 2107.02. Rejections based
on subject matter barred by the Atomic Energy Act
are explained in MPEP § 706.03(b). Rejections based
on duplicate claims are addressed in MPEP
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§ 706.03(k), and double patenting rejections are
addressed in MPEP § 804. See MPEP § 706.03(o) for
rejections based on new matter. Foreign filing without
a license is discussed in MPEP § 706.03(s). Dis-
claimer, after interference or public use proceeding,
res judicata, and reissue are explained in MPEP
§ 706.03(u) to § 706.03(x). Rejections based on
35U.S.C. 112 are discussed in MPEP § 2161 -
§2174. IF THE LANGUAGE IN THE FORM
PARAGRAPHS IS INCORPORATED IN THE
OFFICE ACTION TO STATE THE REJECTION,
THERE WILL BE LESS CHANCE OF A MISUN-

DERSTANDING AS TO THE GROUNDS OF

REJECTION.

706.03(a) Rejections Under 35 U.S.C. 101
[R-2]

>

I. <SUBJECT MATTER ELIGIBILITY

Patents are not granted for all new and useful
inventions and discoveries. The subject matter of the
invention or discovery must come within the bound-
aries set forth by 35 U.S.C. 101, which permits pat-
ents to be granted only for “any new and useful
process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof.”

The term “process” as defined in 35 U.S.C. 100,
means process, art or method, and includes a new use
of a known process, machine, manufacture, composi-
tion of matter, or material.

See MPEP § 2105 for patentability of microorgan-
isms and MPEP § 2106 - § 2106.02 for patentability
of mathematical algorithms or computer programs.

Decisions have determined the limits of the statu-
tory classes. Examples of subject matter not patent-
able under the statute follow:

>

A. < Printed Matter

For example, a mere arrangement of printed matter,
though seemingly a “manufacture,” is rejected as not
being within the statutory classes. See In re Miller
418 F.2d 1392, 164 USPQ 46 (CCPA 1969); Ex parte
Gwinn, 112 USPQ 439 (Bd. App. 1955); and In re
Jones, 373 F.2d 1007, 153 USPQ 77 (CCPA 1967).
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>

B. < Naturally Occurring Article

Similarly, a thing occurring in nature, which is sub-
stantially unaltered, is not a “manufacture.” A shrimp
with the head and digestive tract removed is an exam-
ple. Ex parte Grayson, 51 USPQ 413 (Bd. App.
1941).
>

C. < Scientific Principle

A scientific principle, divorced from any tangible
structure, can be rejected as not within the statutory
classes. OReilly v. Morse, 56 U.S. (15 How.)
62 (1854).

This subject matter is further limited by the Atomic
Energy Act explained in MPEP § 706.03(b).
>

II. <UTILITY

A rejection on the ground of lack of utility
includes the more specific grounds of inoperativeness,
involving perpetual motion, frivolous, fraudulent, and
against public policy. The statutory basis for this
rejection is 35 U.S.C. 101. See MPEP § 2107 for
guidelines governing rejections for lack of utility. See
MPEP § 2107.01 - § 2107.03 for legal precedent gov-
erning the utility requirement.

Use Form Paragraphs 7.04 through 7.05.03 to reject
under 35 U.S.C. 101.

q 7.04 Statement of Statutory Basis, 35 U.S.C. 101
35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful pro-
cess, machine, manufacture, or composition of matter, or
any new and useful improvement thereof, may obtain a
patent therefor, subject to the conditions and requirements
of this title.

Examiner Note:

This paragraph must precede the first use of 35 U.S.C. 101 in
all first actions on the merits and final rejections.

q 7.05 Rejection, 35 U.S.C. 101, -Heading Only- (Utility,
Non-Statutory, Inoperative)
Claim [1] rejected under 35 U.S.C. 101 because

Examiner Note:

1. This form paragraph must be followed by any one of form
paragraphs 7.05.01- 7.05.03 or another appropriate reason.
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2. Explain the rejection following the recitation of the statute
and the use of form paragraphs 7.05.01-7.05.03 or other reason.
3.  See MPEP §§ 706.03(a) and 2105- 2107.03 for other situa-
tions.

4. This form paragraph must be preceded by form paragraph
7.04 in first actions and final rejections.

q 7.05.01 Rejection, 35 U.S.C. 101, Non-Statutory

the claimed invention is directed to non-statutory subject mat-
ter. [1]

Examiner Note:

In bracket 1, insert identification of non-statutory subject mat-
ter.

q 7.05.02 Rejection, 35 U.S.C. 101, Utility Lacking
the claimed invention lacks patentable utility. [1]

Examiner Note:

In bracket 1, provide explanation of lack of utility, such as, for
example, that which is frivolous, fraudulent, against public policy.
See MPEP §§ 706.03 (a) and 2105- 2107.03.

q 7.05.03 Rejection, 35 U.S.C. 101, Inoperative
the disclosed invention is inoperative and therefore lacks util-
ity. [1]

Examiner Note:
In bracket 1, explain why invention is inoperative.

q 7.05.04 Utility Rejections Under 35 U.S.C. 101 and 35
U.S.C. 112, First Paragraph

Claim [1] rejected under 35 U.S.C. 101 because the claimed
invention is not supported by either a [2] asserted utility or a well
established utility.

[31

Claim [4] also rejected under 35 U.S.C. 112, first paragraph.
Specifically, since the claimed invention is not supported by
either a [5] asserted utility or a well established utility for the rea-
sons set forth above, one skilled in the art clearly would not know
how to use the claimed invention.

Examiner Note:

1. Where the specification would not enable one skilled in the
art to make the claimed invention, or where alternative reasons
support the enablement rejection, a separate rejection under 35
U.S.C. 112, first paragraph, enablement should be made using the
factors set forth in In re Wands, 858 F.2d 731, 8 USPQ2d 1400
(Fed. Cir. 1988) and an undue experimentation analysis. See
MPEP §§ 2164- 2164.08(c).

2. Use Format A, B, or C below as appropriate.

Format A:

(a) Insert the same claim numbers in brackets 1 and 4.

(b) Insert --specific and substantial-- in inserts 2 and 5.

(c) In bracket 3, insert the explanation as to why the claimed
invention is not supported by either a specific and substantial
asserted utility or a well established utility.
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(d) Format A is to be used when there is no asserted utility and
when there is an asserted utility but that utility is not specific and
substantial.

Format B:

(a) Insert the same claim numbers in brackets 1 and 4.

(b) Insert --credible-- in inserts 2 and 5.

(c) In bracket 3, insert the explanation as to why the claimed
invention is not supported by either a credible asserted utility or a
well established utility.

Format C:

For claims that have multiple utilities, some of which are not spe-
cific and substantial, some of which are not credible, but none of
which are specific, substantial and credible:

(a) Insert the same claim numbers in brackets 1 and 4.

(b) Insert --specific and substantial asserted utility, a credible--
in inserts 2 and 5.

(c) In bracket 3, insert the explanation as to why the claimed
invention is not supported by either a specific and substantial
asserted utility, a credible asserted utility or a well established
utility. Each utility should be addressed.

706.03(b) Barred by Atomic Energy Act

[R-2]

A limitation on what can be patented is imposed by
the Atomic Energy Act of 1954. Section 151(a)
(42 U.S.C. 2181(a)>)< thereof reads in part as fol-
lows:

No patent shall hereafter be granted for any inven-
tion or discovery which is useful solely in the utiliza-
tion of special nuclear material or atomic energy in an
atomic weapon.

The terms ‘“‘atomic energy” and “special nuclear
material” are defined in Section 11 of the Act
(42 U.S.C. 2014).

Sections 151(c) and 151(d) (42 U.S.C. 2181(c) and
(d)) set up categories of pending applications relating
to atomic energy that must be brought to the attention
of the Department of Energy. Under 37 CFR
>*1.14(d)<, applications for patents which disclose or
which appear to disclose, or which purport to dis-
close, inventions or discoveries relating to atomic
energy are reported to the Department of Energy and
the Department will be given access to such applica-
tions, but such reporting does not constitute a determi-
nation that the subject matter of each application so
reported is in fact useful or an invention or discovery
or that such application in fact discloses subject mat-
ter in categories specified by the Atomic Energy Act.

All applications received in the U.S. Patent and
Trademark Office are screened by Technology Center
(TC) work group 3640 personnel, under 37 CFR

Rev. 2, May 2004

MANUAL OF PATENT EXAMINING PROCEDURE

*>1.14(d)<, in order for the *>Director< to fulfill his
or her responsibilities under section 151(d) (42 U.S.C.
2181(d)>)< of the Atomic Energy Act. Papers subse-
quently added must be inspected promptly by the
examiner when received to determine whether the
application has been amended to relate to atomic
energy and those so related must be promptly for-
warded to Licensing and Review in TC work group
3640.

All rejections based upon sections 151(a)(42
US.C. 2181(a)>)<, 152 (42 U.S.C. 2182), and
155 (42 U.S.C. 2185) of the Atomic Energy Act must
be made only by TC work group 3640 personnel.

706.03(c) Rejections Under 35 U.S.C.
112, First Paragraph [R-2]
Rejections based on the first paragraph of

35U.S.C. 112 are discussed in MPEP § 2161 -
§ 2165.04. For a discussion of the utility requirements
of 35 U.S.C. 112, first paragraph, and 35 U.S.C. 101,
see MPEP § 2107 - § 2107.03. The appropriate form
paragraphs 7.30.01 and 7.31.01 through 7.33.01
should be used in making rejections under 35 U.S.C.
112, first paragraph.

g 7.30.01 Statement of Statutory Basis, 35 U.S.C. 112,
First Paragraph

The following is a quotation of the first paragraph of 35 U.S.C.
112:

The specification shall contain a written description of the
invention, and of the manner and process of making and
using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art to which it pertains, or
with which it is most nearly connected, to make and use the
same and shall set forth the best mode contemplated by the
inventor of carrying out his invention.

Examiner Note:

1. The statute is no longer being re-cited in all Office actions. It
is only required in first actions on the merits and final rejections.
Where the statute is not being cited in an action on the merits, use
paragraph 7.103.

2. Form paragraphs 7.30.01 and 7.30.02 are to be used ONLY
ONCE in a given Office action.

**>

q 7.31.01 Rejection, 35 U.S.C. 112, Ist Paragraph,
Description Requirement, Including New Matter Situations

Claim [1] rejected under 35 U.S.C. 112, first paragraph, as fail-
ing to comply with the written description requirement. The
claim(s) contains subject matter which was not described in the
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specification in such a way as to reasonably convey to one skilled
in the relevant art that the inventor(s), at the time the application
was filed, had possession of the claimed invention. [2]

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.01
or 7.103.

2. In bracket 2, identify (by suitable reference to page and line
numbers and/or drawing figures) the subject matter not properly
described in the application as filed, and provide an explanation of
your position. The explanation should include any questions the
examiner asked which were not satisfactorily resolved and conse-
quently raise doubt as to possession of the claimed invention at
the time of filing.

<

Form paragraph 7.31.02 should be used when it is
the examiner’s position that nothing within the scope
of the claims is enabled. In such a rejection, the exam-
iner should explain all the reasons why nothing within
the scope of the claim is enabled. To make sure all rel-
evant issues are raised, this should include any issues
regarding the breadth of the claims relative to the

guidance in the disclosure.
**>

q 7.31.02 Rejection, 35 U.S.C. 112, Ist Paragraph,
Enablement

Claim [1] rejected under 35 U.S.C. 112, first paragraph, as fail-
ing to comply with the enablement requirement. The claim(s)
contains subject matter which was not described in the specifica-
tion in such a way as to enable one skilled in the art to which it
pertains, or with which it is most nearly connected, to make and/or
use the invention. [2]

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.01
or 7.103.

2. If the problem is one of scope, form paragraph 7.31.03
should be used.

3. In bracket 2, identify the claimed subject matter for which
the specification is not enabling. Also explain why the specifica-
tion is not enabling, applying the factors set forth in In re Wands,
858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1998) as
appropriate. See also MPEP § 2164.01(a) and § 2164.04. The
explanation should include any questions the examiner may have
asked which were not satisfactorily resolved and consequently
raise doubt as to enablement.

4. Where an essential component or step of the invention is not
recited in the claims, use form paragraph 7.33.01.

<

Form paragraph 7.31.03 should be used when it is
the examiner’s position that something within the
scope of the claims is enabled but the claims are not
limited to that scope.
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q 7.31.03 Rejection, 35 U.S.C. 112, Ist Paragraph: Scope
of Enablement

Claim [1] rejected under 35 U.S.C. 112, first paragraph,
because the specification, while being enabling for [2], does not
reasonably provide enablement for [3]. The specification does not
enable any person skilled in the art to which it pertains, or with
which it is most nearly connected, to [4] the invention commensu-
rate in scope with these claims. [5]

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.01
or 7.103.

2. This form paragraph is to be used when the scope of the
claims is not commensurate with the scope of the enabling disclo-
sure.

3. In bracket 2, identify the claimed subject matter for which
the specification is enabling. This may be by reference to specific
portions of the specification.

4. In bracket 3, identify aspect(s) of the claim(s) for which the
specification is not enabling.

5. Inbracket 4, fill in only the appropriate portion of the statute,
i.e., one of the following: --make--, --use--, or --make and use--.
6. In bracket 5, identify the claimed subject matter for which
the specification is not enabling. Also explain why the specifica-
tion is not enabling, applying the factors set forth in In re Wands,
858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1998) as
appropriate. See also MPEP § 2164.01(a) and § 2164.04. The
explanation should include any questions posed by the examiner
which were not satisfactorily resolved and consequently raise
doubt as to enablement.

q 7.31.04 Rejection, 35 U.S.C. 112, Ist Paragraph: Best
Mode Requirement

Claim [1] rejected under 35 U.S.C. 112, first paragraph,
because the best mode contemplated by the inventor has not been
disclosed. Evidence of concealment of the best mode is based
upon [2].

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.01
or 7.103.

2. In bracket 2, insert the basis for holding that the best mode
has been concealed, e.g., the quality of applicant’s disclosure is so
poor as to effectively result in concealment.

3. Use of this form paragraph should be rare. See MPEP §§
2165- 2165.04.

Form paragraph 7.33.01 should be used when it is
the examiner’s position that a feature considered criti-
cal or essential by applicant to the practice of the
claimed invention is missing from the claim.

q 7.33.01 Rejection, 35 U.S.C. 112, Ist Paragraph,
Essential  Subject Matter Missing From  Claims
(Enablement)

Claim [1] rejected under 35 U.S.C. 112, first paragraph, as
based on a disclosure which is not enabling. [2] critical or essen-
tial to the practice of the invention, but not included in the
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claim(s) is not enabled by the disclosure. See In re Mayhew, 527
F.2d 1229, 188 USPQ 356 (CCPA 1976). [3]

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.01
or 7.103.

2. In bracket 2, recite the subject matter omitted from the
claims.

3. In bracket 3, give the rationale for considering the omitted
subject matter critical or essential.

4. The examiner shall cite the statement, argument, date, draw-
ing, or other evidence which demonstrates that a particular feature
was considered essential by the applicant, is not reflected in the
claims which are rejected.

706.03(d) Rejections Under 35 U.S.C.

112, Second Paragraph [R-2]

Rejections under 35 U.S.C. 112, second paragraph,
are discussed in MPEP § 2171 - § 2174. Form para-
graphs 7.30.02 and 7.34 through 7.35.01 should be
used to reject under 35 U.S.C. 112, second paragraph.

q 7.30.02 Statement of Statutory Basis, 35 U.S.C. 112,
Second Paragraph

The following is a quotation of the second paragraph of 35
U.S.C. 112:

The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject
matter which the applicant regards as his invention.

Examiner Note:

1. The statute is no longer being re-cited in all Office actions. It
is only required in first actions on the merits and final rejections.
Where the statute is not being cited in an action on the merits, use
paragraph 7.103.

2. Paragraphs 7.30.01 and 7.30.02 are to be used ONLY ONCE
in a given Office action.

**>

q 7.34 Rejection, 35 U.S.C. 112, 2nd Paragraph, Failure
To Claim Applicant’s Invention

Claim [1] rejected under 35 U.S.C. 112, second paragraph, as
failing to set forth the subject matter which applicant(s) regard as
their invention. Evidence that claim [2] fail(s) to correspond in
scope with that which applicant(s) regard as the invention can be
found in the reply filed [3]. In that paper, applicant has stated [4],
and this statement indicates that the invention is different from
what is defined in the claim(s) because [5].

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.

2.  This paragraph is to be used only where applicant has stated,
somewhere other than in the application, as filed, that the inven-
tion is something different from what is defined in the claim(s).
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3. In bracket 3, identify the submission by applicant (which is
not the application, as filed, but may be in the remarks by appli-
cant, in the brief, in an affidavit, etc.) by the date the paper was
filed in the USPTO.

4. In bracket 4, set forth what applicant has stated in the sub-
mission to indicate a different invention.

5. In bracket 5, explain how the statement indicates an inven-
tion other than what is being claimed.

<

q 7.34.01 Rejection, 35 U.S.C. 112, 2nd Paragraph,
Failure To Particularly Point out and Distinctly Claim
(Indefinite)

Claim [1] rejected under 35 U.S.C. 112, second paragraph, as
being indefinite for failing to particularly point out and distinctly
claim the subject matter which applicant regards as the invention.

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.2. This form paragraph should be followed by one or
more of the following form paragraphs 7.34.02 - 7.34.11, as appli-
cable. If none of these form paragraphs are appropriate, a full
explanation of the deficiency of the claims should be supplied.
Whenever possible, identify the particular term(s) or limitation(s)
which render the claim(s) indefinite and state why such term or
limitation renders the claim indefinite. If the scope of the claimed
subject matter can be determined by one having ordinary skill in
the art, a rejection using this form paragraph would not be appro-
priate. See MPEP §§ 2171 - 2174 for guidance. See also form
paragraph 7.34.15 for pro se applicants.

q 7.34.02 Terminology Used Inconsistent with Accepted
Meaning

Where applicant acts as his or her own lexicographer to specif-
ically define a term of a claim contrary to its ordinary meaning,
the written description must clearly redefine the claim term and
set forth the uncommon definition so as to put one reasonably
skilled in the art on notice that the applicant intended to so rede-
fine that claim term. Process Control Corp. v. HydReclaim Corp.,
190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999).
The term “[1]” in claim [2] is used by the claim to mean “[3]”,
while the accepted meaning is “[4].” The term is indefinite
because the specification does not clearly redefine the term.

Examiner Note:

1. In bracket 3, point out the meaning that is assigned to the
term by applicant’s claims, taking into account the entire disclo-
sure.

2. In bracket 4, point out the accepted meaning of the term.
Support for the examiner’s stated accepted meaning should be
provided through the citation of an appropriate reference source,
e.g., textbook or dictionary. See MPEP § 2173.05(a).

3. This paragraph must be preceded by form paragraph 7.34.01.
4. This paragraph should only be used where the specification
does not clearly redefine the claim term at issue.

700-66



EXAMINATION OF APPLICATIONS

g 7.34.03 Relative Term - Term of Degree Rendering
Claim Indefinite

The term “[1]” in claim [2] is a relative term which renders the
claim indefinite. The term “[1]” is not defined by the claim, the
specification does not provide a standard for ascertaining the req-
uisite degree, and one of ordinary skill in the art would not be rea-
sonably apprised of the scope of the invention. [3]

Examiner Note:

1. Inbracket 3, explain which parameter, quantity, or other lim-
itation in the claim has been rendered indefinite by the use of the
term appearing in bracket 1.

2. This form paragraph must be preceded by form paragraph
7.34.01.

q 7.34.04 Broader Range/Limitation And Narrow Range/
Limitation in Same Claim

A broad range or limitation together with a narrow range or
limitation that falls within the broad range or limitation (in the
same claim) is considered indefinite, since the resulting claim
does not clearly set forth the metes and bounds of the patent pro-
tection desired. Note the explanation given by the Board of Patent
Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031,
2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is
followed by “such as” and then narrow language. The Board
stated that this can render a claim indefinite by raising a question
or doubt as to whether the feature introduced by such language is
(a) merely exemplary of the remainder of the claim, and therefore
not required, or (b) a required feature of the claims. Note also, for
example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd.
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd.App. 1948); and Ex
parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present
instance, claim [1] recites the broad recitation [2], and the claim
also recites [3] which is the narrower statement of the range/limi-
tation.

Examiner Note:

1. In bracket 2, insert the broader range/limitation and where it
appears in the claim; in bracket 3, insert the narrow range/limita-
tion and where it appears. This form paragraph may be modified
to fit other instances of indefiniteness in the claims.

2. This form paragraph must be preceded by form paragraph
7.34.01.

q 7.34.05 Lack of Antecedent Basis in the Claims
Claim [1] recites the limitation [2] in [3]. There is insufficient
antecedent basis for this limitation in the claim.

Examiner Note:

1. In bracket 2, insert the limitation which lacks antecedent
basis, for example --said lever-- or --the lever--.

2. In bracket 3, identify where in the claim(s) the limitation
appears, for example, --line 3--, --the 3rd paragraph of the claim--,
--the last 2 lines of the claim--, etc.

3. This form paragraph should ONLY be used in aggravated sit-
uations where the lack of antecedent basis makes the scope of the

706.03(d)

q 7.34.06 Use Claims

Claim [1] provides for the use of [2], but, since the claim does
not set forth any steps involved in the method/process, it is
unclear what method/process applicant is intending to encompass.
A claim is indefinite where it merely recites a use without any
active, positive steps delimiting how this use is actually practiced.
Claim [3] is rejected under 35 U.S.C. 101 because the claimed
recitation of a use, without setting forth any steps involved in the
process, results in an improper definition of a process, i.e., results
in a claim which is not a proper process claim under 35 U.S.C.
101. See for example Ex parte Dunki, 153 USPQ 678 (Bd. App.
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131,
149 USPQ 475 (D.D.C. 1966).

Examiner Note:

1. Inbracket 2, insert what is being used. For example, insert --
the monoclonal antibodies of claim 4--, where the claim recites “a
method for using monoclonal antibodies of claim 4 to purify inter-
feron.”

2. See MPEP § 2173.05(q).

3. This form paragraph must be preceded by form paragraph
7.34.01.

q 7.34.07 Claims Are a Literal Translation

The claims are generally narrative and indefinite, failing to
conform with current U.S. practice. They appear to be a literal
translation into English from a foreign document and are replete
with grammatical and idiomatic errors.

Examiner Note:

This form paragraph must be preceded by form paragraph
7.34.01.

q 7.34.08 Indefinite Claim Language: “For Example”

Regarding claim [1], the phrase “for example” renders the
claim indefinite because it is unclear whether the limitation(s) fol-
lowing the phrase are part of the claimed invention. See MPEP §
2173.05(d).

Examiner Note:

This form paragraph must be preceded by form paragraph
7.34.01.

q 7.34.09 Indefinite Claim Language: “Or The Like”

Regarding claim [1], the phrase “or the like” renders the
claim(s) indefinite because the claim(s) include(s) elements not
actually disclosed (those encompassed by “or the like”), thereby
rendering the scope of the claim(s) unascertainable. See MPEP §
2173.05(d).

Examiner Note:

This form paragraph must be preceded by form paragraph
7.34.01.

q 7.34.10 Indefinite Claim Language: “Such As”
Regarding claim [1], the phrase “such as” renders the claim
indefinite because it is unclear whether the limitations following

claim indeterminate. It must be preceded by form paragraph the phrase are part of the claimed invention. See MPEP §
7.34.01. 2173.05(d).
700-67 Rev. 2, May 2004



706.03(d)

Examiner Note:

This form paragraph must be preceded by form paragraph
7.34.01.

q 7.34.11 Modifier of “Means” Lacks Function

Regarding claim [1], the word “means” is preceded by the
word(s) “[2]” in an attempt to use a “means” clause to recite a
claim element as a means for performing a specified function.
However, since no function is specified by the word(s) preceding
“means,” it is impossible to determine the equivalents of the ele-
ment, as required by 35 U.S.C. 112, sixth paragraph. See Ex parte
Kiumb, 159 USPQ 694 (Bd. App. 1967).

Examiner Note:
1. It is necessary for the words which precede “means” to con-
vey a function to be performed. For example, the phrase “latch
means” is definite because the word “latch” conveys the function
“latching.” In general, if the phrase can be restated as “means for
,” and it still makes sense, it is definite. In the above
example, “latch means” can be restated as “means for latching.”
This is clearly definite. However, if “conduit means” is restated
as “means for conduiting,” the phrase makes no sense because
the word “conduit” has no functional connotation, and the phrase
is indefinite.
2. This form paragraph must be preceded by form paragraph
7.34.01.

q 7.34.12 Essential Steps Omitted

Claim [1] rejected under 35 U.S.C. 112, second paragraph, as
being incomplete for omitting essential steps, such omission
amounting to a gap between the steps. See MPEP § 2172.01.
The omitted steps are: [2]

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.

2. Inbracket 2, recite the steps omitted from the claims.

3. Give the rationale for considering the omitted steps critical or
essential.

g 7.34.13 Essential Elements Omitted

Claim [1] rejected under 35 U.S.C. 112, second paragraph, as
being incomplete for omitting essential elements, such omission
amounting to a gap between the elements. See MPEP § 2172.01.
The omitted elements are: [2]

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.

2. In bracket 2, recite the elements omitted from the claims.

3. Give the rationale for considering the omitted elements criti-
cal or essential.

g 7.34.14 Essential Cooperative Relationships Omitted
Claim [1] rejected under 35 U.S.C. 112, second paragraph, as
being incomplete for omitting essential structural cooperative
relationships of elements, such omission amounting to a gap
between the necessary structural connections. See MPEP §
2172.01. The omitted structural cooperative relationships are: [2]
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Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.

2. Inbracket 2, recite the structural cooperative relationships of
elements omitted from the claims.

3. Give the rationale for considering the omitted structural
cooperative relationships of elements being critical or essential.

q 7.34.15 Rejection Under 35 U.S.C. 112, Pro Se

Claim [1] rejected as failing to define the invention in the man-
ner required by 35 U.S.C. 112, second paragraph.

The claim(s) are narrative in form and replete with indefinite
and functional or operational language. The structure which goes
to make up the device must be clearly and positively specified.
The structure must be organized and correlated in such a manner
as to present a complete operative device. The claim(s) must be in
one sentence form only. Note the format of the claims in the
patent(s) cited.

q 7.35 Rejection, 35 U.S.C. 112, 2nd Paragraph, Failure
To Particularly Point Out And Distinctly Claim - Omnibus
Claim

Claim [1] rejected under 35 U.S.C. 112, second paragraph, as
being indefinite in that it fails to point out what is included or
excluded by the claim language. This claim is an omnibus type
claim.

Examiner Note:

1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.

2. Use this paragraph to reject an “omnibus” type claim. No
further explanation is necessary.

3. See MPEP § 1302.04(b) for cancellation of such a claim by
examiner's amendment upon allowance.

4. An example of an omnibus claim is: “A device substantially
as shown and described.”

q 7.35.01 Trademark or Trade Name as a Limitation in the
Claim

Claim [1] contains the trademark/trade name [2]. Where a
trademark or trade name is used in a claim as a limitation to iden-
tify or describe a particular material or product, the claim does not
comply with the requirements of 35 U.S.C. 112, second para-
graph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982).
The claim scope is uncertain since the trademark or trade name
cannot be used properly to identify any particular material or
product. A trademark or trade name is used to identify a source of
goods, and not the goods themselves. Thus, a trademark or trade
name does not identify or describe the goods associated with the
trademark or trade name. In the present case, the trademark/trade
name is used to identify/describe [3] and, accordingly, the identi-
fication/description is indefinite.

Examiner Note:

1. In bracket 2, insert the trademark/trade name and where it is
used in the claim.

2. In bracket 3, specify the material or product which is identi-
fied or described in the claim by the trademark/trade name.
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706.03(k) Duplicate Claims

Inasmuch as a patent is supposed to be limited to
only one invention or, at most, several closely related
indivisible inventions, limiting an application to a sin-
gle claim, or a single claim to each of the related
inventions might appear to be logical as well as con-
venient. However, court decisions have confirmed
applicant’s right to restate (i.e., by plural claiming)
the invention in a reasonable number of ways. Indeed,
a mere difference in scope between claims has been
held to be enough.

Nevertheless, when two claims in an application
are duplicates, or else are so close in content that they
both cover the same thing, despite a slight difference
in wording, it is proper after allowing one claim to
object to the other claim under 37 CFR 1.75 as being a
substantial duplicate of the allowed claim.

Form paragraphs 7.05.05 and 7.05.06 may be used
where duplicate claims are present in an application.

g 7.05.05 Duplicate Claims, Warning

Applicant is advised that should claim [1] be found allowable,
claim [2] will be objected to under 37 CFR 1.75 as being a sub-
stantial duplicate thereof. When two claims in an application are
duplicates or else are so close in content that they both cover the
same thing, despite a slight difference in wording, it is proper after
allowing one claim to object to the other as being a substantial
duplicate of the allowed claim. See MPEP § 706.03(k).

Examiner Note:

1. Use this form paragraph whenever two claims are found to
be substantial duplicates, but they are not allowable. This will
give the applicant an opportunity to correct the problem and avoid
a later objection.

2. If the claims are allowable, use form paragraph 7.05.06.

q 7.05.06 Duplicate Claims, Objection

Claim [1] objected under 37 CFR 1.75 as being a substantial
duplicate of claim [2]. When two claims in an application are
duplicates or else are so close in content that they both cover the
same thing, despite a slight difference in wording, it is proper after
allowing one claim to object to the other as being a substantial
duplicate of the allowed claim. See MPEP § 706.03(k).

Examiner Note:

If the duplicate claims are not allowable, use form paragraph
7.05.05.

See MPEP § 804 for double patenting rejections of
inventions not patentable over each other.
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706.03(m) Nonelected Inventions

See MPEP § 821 to § 821.03 for treatment of
claims held to be drawn to nonelected inventions.

706.03(0) New Matter

35 U.S.C. 132. Notice of rejection; reexamination.

(a) Whenever, on examination, any claim for a patent is
rejected, or any objection or requirement made, the Director shall
notify the applicant thereof, stating the reasons for such rejection,
or objection or requirement, together with such information and
references as may be useful in judging of the propriety of continu-
ing the prosecution of his application; and if after receiving such
notice, the applicant persists in his claim for a patent, with or
without amendment, the application shall be reexamined. No
amendment shall introduce new matter into the disclosure of the
invention.

stk skl

In amended cases, subject matter not disclosed in
the original application is sometimes added and a
claim directed thereto. Such a claim is rejected on the
ground that it recites elements without support in the
original disclosure under 35 U.S.C. 112, first para-
graph, Waldemar Link, GmbH & Co. v. Osteonics
Corp. 32 F3d 556, 559, 31 USPQ2d 1855, 1857
(Fed. Cir. 1994); In re Rasmussen, 650 F.2d 1212,
211 USPQ 323 (CCPA 1981). See MPEP § 2163.06 -
§ 2163.07(b) for a discussion of the relationship of
new matter to 35 U.S.C. 112, first paragraph. New
matter includes not only the addition of wholly unsup-
ported subject matter, but may also include adding
specific percentages or compounds after a broader
original disclosure, or even the omission of a step
from a method. See MPEP § 608.04 to § 608.04(c).
See In re Wertheim, 541 F.2d 257, 191 USPQ 90
(CCPA 1976) and MPEP § 2163.05 for guidance in
determining whether the addition of specific percent-
ages or compounds after a broader original disclosure
constitutes new matter.

In the examination of an application following
amendment thereof, the examiner must be on the alert
to detect new matter. 35 U.S.C. 132 should be
employed as a basis for objection to amendments to
the abstract, specification, or drawings attempting to
add new disclosure to that originally disclosed on fil-
ing.

If subject matter capable of illustration is originally
claimed and it is not shown in the drawing, the claim
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is not rejected but applicant is required to add it to the
drawing. See MPEP § 608.01(1).

If new matter is added to the specification, it should
be objected to by using Form Paragraph 7.28.

q 7.28 Objection to New Matter Added to Specification

The amendment filed [1] is objected to under 35 U.S.C. 132
because it introduces new matter into the disclosure. 35 U.S.C.
132 states that no amendment shall introduce new matter into the
disclosure of the invention. The added material which is not sup-
ported by the original disclosure is as follows: [2].

Applicant is required to cancel the new matter in the reply to
this Office action.

Examiner Note:

1. This form paragraph is not to be used in reissue applications;
use form paragraph 14.22.01 instead.

2. In bracket 2, identify the new matter by page and the line
numbers and/or drawing figures and provide an appropriate expla-
nation of your position. This explanation should address any
statement by applicant to support the position that the subject mat-
ter is described in the specification as filed. It should further
include any unresolved questions which raise a doubt as to the
possession of the claimed invention at the time of filing.

3. If new matter is added to the claims, or affects the claims, a
rejection under 35 U.S.C. 112, first paragraph, using form para-
graph 7.31.01 should also be made. If new matter is added only to
a claim, an objection using this paragraph should not be made, but
the claim should be rejected using form paragraph 7.31.01. As to
any other appropriate prior art or 35 U.S.C. 112 rejection, the new
matter must be considered as part of the claimed subject matter
and cannot be ignored.

706.03(s) Foreign Filing Without License

35 U.S.C. 182. Abandonment of invention for unauthorized
disclosure.

The invention disclosed in an application for patent subject to
an order made pursuant to section 181 of this title may be held
abandoned upon its being established by the Commissioner
of Patents that in violation of said order the invention has been
published or disclosed or that an application for a patent therefor
has been filed in a foreign country by the inventor, his successors,
assigns, or legal representatives, or anyone in privity with him or
them, without the consent of the Commissioner of Patents. The
abandonment shall be held to have occurred as of the time of vio-
lation. The consent of the Commissioner of Patents shall not be
given without the concurrence of the heads of the departments and
the chief officers of the agencies who caused the order to be
issued. A holding of abandonment shall constitute forfeiture by
the applicant, his successors, assigns, or legal representatives, or
anyone in privity with him or them, of all claims against the
United States based upon such invention.
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35 U.S.C. 184. Filing of application in foreign country.

Except when authorized by a license obtained from the Com-
missioner of Patents a person shall not file or cause or authorize to
be filed in any foreign country prior to six months after filing in
the United States an application for patent or for the registration of
a utility model, industrial design, or model in respect of an inven-
tion made in this country. A license shall not be granted with
respect to an invention subject to an order issued by the Commis-
sioner of Patents pursuant to section 181 of this title without the
concurrence of the head of the departments and the chief officers
of the agencies who caused the order to be issued. The license
may be granted retroactively where an application has been filed
abroad through error and without deceptive intent and the applica-
tion does not disclose an invention within the scope of section 181
of this title.

The term “application” when used in this chapter includes
applications and any modifications, amendments, or supplements
thereto, or divisions thereof.

The scope of a license shall permit subsequent modifications,
amendments, and supplements containing additional subject mat-
ter if the application upon which the request for the license is
based is not, or was not, required to be made available for inspec-
tion under section 181 of this title and if such modifications,
amendments, and supplements do not change the general nature of
the invention in a manner which would require such application to
be made available for inspection under such section 181. In any
case in which a license is not, or was not, required in order to file
an application in any foreign country, such subsequent modifica-
tions, amendments, and supplements may be made, without a
license, to the application filed in the foreign country if the United
States application was not required to be made available for
inspection under section 181 and if such modifications, amend-
ments, and supplements do not, or did not, change the general
nature of the invention in a manner which would require the
United States application to have been made available for inspec-
tion under such section 181.

35 U.S.C. 185. Patent barred for filing without license.

Notwithstanding any other provisions of law any person, and
his successors, assigns, or legal representatives, shall not receive a
United States patent for an invention if that person, or his succes-
sors, assigns, or legal representatives shall, without procuring the
license prescribed in section 184 of this title, have made, or con-
sented to or assisted another’s making, application in a foreign
country for a patent or for the registration of a utility model,
industrial design, or model in respect of the invention. A United
States patent issued to such person, his successors, assigns, or
legal representatives shall be invalid, unless the failure to procure
such license was through error and without deceptive intent, and
the patent does not disclose subject matter within the scope of sec-
tion 181 of this title.

If, upon examining an application, the examiner
learns of the existence of a corresponding foreign
application which appears to have been filed before
the United States application had been on file for 6
months, and if the invention apparently was made in
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this country, he or she shall refer the application to
Licensing and Review Section of Technology Center
(TC) working group 3640, calling attention to the for-
eign application. Pending investigation of the possible
violation, the application may be returned to the TC
for prosecution on the merits. When it is otherwise in
condition for allowance, the application will be again
submitted to Licensing and Review Section of TC
work group 3640 unless the latter has already reported
that the foreign filing involves no bar to the United
States application.

If it should be necessary to take action under
35 U.S.C. 185, Licensing and Review Section of TC
work group 3640 will request transfer of the applica-
tion to it.

706.03(u) Disclaimer

Claims may be rejected on the ground that appli-
cant has disclaimed the subject matter involved. Such
disclaimer may arise, for example, from the appli-
cant’s failure to:

(A) make claims suggested for interference with
another application under 37 CFR 1.605 (See MPEP
§ 2305.02),

(B) copy a claim from a patent when suggested
by the examiner (MPEP § 2305.02), or

(C) respond or appeal, within the time limit fixed,
to the examiner’s rejection of claims copied from a
patent (see MPEP § 2307.02).

The rejection on disclaimer applies to all claims not
patentably distinct from the disclaimed subject matter
as well as to the claims directly involved.

Rejections based on disclaimer should be made by
using one of Form Paragraphs 7.48 and 7.49.

q 7.48 Failure To Present Claims for Interference

Claim [1] rejected under 35 U.S.C. [2] based upon claim [3] of
Patent No. [4].

Failure to present claims and/or take necessary steps for inter-
ference purposes after notification that interfering subject matter
is claimed constitutes a disclaimer of the subject matter. This
amounts to a concession that, as a matter of law, the patentee is
the first inventor in this country. See In re Oguie, 517 F.2d 1382,
186 USPQ 227 (CCPA 1975).

Examiner Note:

1. This form paragraph should be used only after applicant has
been notified that interference proceedings must be instituted
before the claims can be allowed and applicant has refused to
copy the claims.
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2. Inbracket 2, insert --102(g)-- or --102(g)/103(a)--.

3. In bracket 4, insert the patent number, and --in view of
-- if another reference is also relied upon. When the rejec-

tion is under 35 U.S.C. 103(a), the examiner’s basis for a finding

of obviousness should be included. Note that interferences may

include obvious variants, see MPEP § 2306.

q 7.49 Rejection, Disclaimer; Failure To Appeal

Claim [1] stand finally disposed of for failure to reply to or
appeal from the examiner’s rejection of such claim(s) presented
for interference within the specified time. See 37 CFR 1.661 and
1.663.

706.03(v) After Interference or Public

Use Proceeding

For rejections following an interference, see MPEP
§ 2363.03.

The outcome of public use proceedings may also be
the basis of a rejection. See 37 CFR 1.292 and In re
Kaslow, 707 F.2d 1366, 217 USPQ 1089 (Fed. Cir.
1983).

Upon termination of a public use proceeding
including a case also involved in an interference, in
order for a prompt resumption of the interference pro-
ceedings, a notice should be sent to the Board of
Patent Appeals and Interferences notifying them of
the disposition of the public use proceeding.

706.03(w) Res Judicata

Res judicata may constitute a proper ground for
rejection. However, as noted below, the Court of Cus-
toms and Patent Appeals has materially restricted the
use of res judicata rejections. It should be applied
only when the earlier decision was a decision of the
Board of Appeals or any one of the reviewing courts
and when there is no opportunity for further court
review of the earlier decision.

The timely filing of a second application copending
with an earlier application does not preclude the use
of res judicata as a ground of rejection for the sec-
ond application claims.

When making a rejection on res judicata, action
should ordinarily be made also on the basis of prior
art, especially in continuing applications. In most situ-
ations the same prior art which was relied upon in the
earlier decision would again be applicable.

In the following cases a rejection of a claim on the
ground of res judicata was sustained where it was
based on a prior adjudication, against the inventor on
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the same claim, a patentably nondistinct claim, or a
claim involving the same issue.

In re Freeman, 30 F.3d 1459, 31 USPQ 2d 1444
(Fed. Cir. 1994).

Edgerton v. Kingland, 168 F. 2d 121, 75 USPQ 307
(D.C. Cir. 1947).

In re Szwarc, 319 F.2d 277, 138 USPQ 208 (CCPA
1963).

In re Katz, 467 F.2d 939, 167 USPQ 487 (CCPA
1970) (prior decision by District Court).

In the following cases for various reasons, res judi-
cata rejections were reversed.

In re Fried, 312 F.2d 930, 136 USPQ 429 (CCPA
1963) (differences in claims).

In re Szwarc, 319 F.2d 277, 138 USPQ 208 (CCPA
1963) (differences in claim).

In re Hellbaum, 371 F2d 1022, 152 USPQ 571
(CCPA 1967) (differences in claims).

In re Herr, 377 F.2d 610, 153 USPQ 548 (CCPA
1967) (same claims, new evidence, prior decision by
CCPA).

In re Kaghan, 387 F2d 398, 156 USPQ 130
(CCPA 1967) (prior decision by Board of Appeals,
final rejection on prior art withdrawn by examiner “to
simplify the issue,” differences in claims; holding of
waiver based on language in MPEP at the time).

In re Craig, 411 F.2d 1333, 162 USPQ 157 (CCPA
1969) (Board of Appeals held second set of claims
patentable over prior art).

In re Fisher, 427 F.2d 833, 166 USPQ 18 (CCPA
1970) (difference in claims).

In re Russell, 439 F2d 1228, 169 USPQ 426
(CCPA 1971) (new evidence, rejection on prior art
reversed by court).

In re Ackermann, 444 F.2d 1172, 170 USPQ 340
(CCPA 1971) (prior decision by Board of Appeals,
new evidence, rejection on prior art reversed by
court).

Plastic Contact Lens Co. v. Gottschalk, 484 F.2d
837, 179 USPQ 262 (D.C. Cir. 1973) (follows In re
Kaghan).

706.03(x) Reissue

The examination of reissue applications is covered
in MPEP Chapter 1400.

35 U.S.C. 251 forbids the granting of a reissue
“enlarging the scope of the claims of the original
patent” unless the reissue is applied for within 2 years
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from the grant of the original patent. This is an abso-
lute bar and cannot be excused. This prohibition has
been interpreted to apply to any claim which is
broader in any respect than the claims of the original
patent. Such claims may be rejected as being barred
by 35 U.S.C. 251. However, when the reissue is
applied for within 2 years, the examiner does not go
into the question of undue delay.

The same section permits the filing of a reissue
application by the assignee of the entire interest only
in cases where it does not “enlarge the scope of the
claims of the original patent.” Such claims which do
enlarge the scope may also be rejected as barred by
the statute. In In re Bennett, 766 F.2d 524, 226 USPQ
413 (Fed. Cir. 1985), however, the court permitted the
erroneous filing by the assignee in such a case to be
corrected.

A defective reissue oath affords a ground for reject-
ing all the claims in the reissue application. See
MPEP § 1444.

Note that a reissue application is “special” and
remains so even if applicant does not make a prompt

reply.

706.04  Rejection of Previously Allowed

Claims [R-1]

A claim noted as allowable shall thereafter be
rejected only after the proposed rejection has been
submitted to the primary examiner for consideration
of all the facts and approval of the proposed action.

Great care should be exercised in authorizing such
a rejection. See Ex parte Grier, 1923 C.D. 27,
309 O.G. 223 (Comm’r Pat. 1923); Ex parte Hay,
1909 C.D. 18, 139 O.G. 197 (Comm’r Pat. 1909).

PREVIOUS ACTION BY DIFFERENT EXAM-
INER

Full faith and credit should be given to the search
and action of a previous examiner unless there is a
clear error in the previous action or knowledge of
other prior art. In general, an examiner should not
take an entirely new approach or attempt to reorient
the point of view of a previous examiner, or make a
new search in the mere hope of finding something.
>Amgen, Inc. v. Hoechst Marion Roussel, Inc., 126 F.
Supp. 2d 69, 139, 57 USPQ2d 1449, 1499-50 (D.
Mass. 2001).<
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Because it is unusual to reject a previously allowed
claim, the examiner should point out in his or her
office action that the claim now being rejected was
previously allowed by using Form Paragraph 7.50.

q 7.50 Claims Previously Allowed, Now Rejected, New Art

The indicated allowability of claim [1] is withdrawn in view of
the newly discovered reference(s) to [2]. Rejection(s) based on
the newly cited reference(s) follow.

Examiner Note:

1. In bracket 2, insert the name(s) of the newly discovered ref-
erence.

2. Any action including this form paragraph requires the signa-
ture of a Primary Examiner. MPEP § 1004.

706.05  Rejection After Allowance of

Application

See MPEP § 1308.01 for a rejection based on a ref-
erence after allowance.

706.06  Rejection of Claims

From Patent

Copied

See MPEP § 2307.02.
706.07 Final Rejection [R-2]

37 CFR 1.113. Final rejection or action.

Kk

(a) On the second or any subsequent examination or consid-
eration by the examiner the rejection or other action may be made
final, whereupon applicants, or for ex parte reexaminations filed
under § 1.510, patent owner’s reply is limited to appeal in the case
of rejection of any claim (§ 1.191), or to amendment as specified
in § 1.114 or § 1.116. Petition may be taken to the Director in the
case of objections or requirements not involved in the rejection of
any claim (§ 1.181). Reply to a final rejection or action must com-
ply with § 1.114 or paragraph (c) of this section. For final actions
in an inter partes reexamination filed under § 1.913, see § 1.953.<

(b) In making such final rejection, the examiner shall repeat
or state all grounds of rejection then considered applicable to the
claims in the application, clearly stating the reasons in support
thereof.

(c) Reply to a final rejection or action must include cancella-
tion of, or appeal from the rejection of, each rejected claim. If any
claim stands allowed, the reply to a final rejection or action must
comply with any requirements or objections as to form.

Before final rejection is in order a clear issue
should be developed between the examiner and appli-
cant. To bring the prosecution to as speedy conclusion
as possible and at the same time to deal justly by both
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the applicant and the public, the invention as dis-
closed and claimed should be thoroughly searched in
the first action and the references fully applied; and in
reply to this action the applicant should amend with a
view to avoiding all the grounds of rejection and
objection. Switching from one subject matter to
another in the claims presented by applicant in suc-
cessive amendments, or from one set of references to
another by the examiner in rejecting in successive
actions claims of substantially the same subject mat-
ter, will alike tend to defeat attaining the goal of
reaching a clearly defined issue for an early termina-
tion, i.e., either an allowance of the application or a
final rejection.

While the rules no longer give to an applicant the
right to “amend as often as the examiner presents new
references or reasons for rejection,” present practice
does not sanction hasty and ill-considered final rejec-
tions. The applicant who is seeking to define his or
her invention in claims that will give him or her the
patent protection to which he or she is justly entitled
should receive the cooperation of the examiner to that
end, and not be prematurely cut off in the prosecution
of his or her application. But the applicant who dallies
in the prosecution of his or her application, resorting
to technical or other obvious subterfuges in order to
keep the application pending before the primary
examiner, can no longer find a refuge in the rules to
ward off a final rejection.

The examiner should never lose sight of the fact
that in every case the applicant is entitled to a full and
fair hearing, and that a clear issue between applicant
and examiner should be developed, if possible, before
appeal. However, it is to the interest of the applicants
as a class as well as to that of the public that prosecu-
tion of an application be confined to as few actions as
is consistent with a thorough consideration of its mer-
its.

Neither the statutes nor the Rules of Practice confer
any right on an applicant to an extended prosecution;
Ex parte Hoogendam, 1939 C.D. 3, 499 0.G3,
40 USPQ 389 (Comm’r Pat. 1939).

STATEMENT OF GROUNDS

In making the final rejection, all outstanding
grounds of rejection of record should be carefully
reviewed, and any such grounds relied on in the final
rejection should be reiterated. They must also be
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clearly developed to such an extent that applicant may
readily judge the advisability of an appeal unless a
single previous Office action contains a complete
statement supporting the rejection.

However, where a single previous Office action
contains a complete statement of a ground of rejec-
tion, the final rejection may refer to such a statement
and also should include a rebuttal of any arguments
raised in the applicant’s reply. If appeal is taken in
such a case, the examiner’s answer should contain a
complete statement of the examiner’s position. The
final rejection letter should conclude with Form Para-
graph 7.39.

g 7.39 Action Is Final

THIS ACTION IS MADE FINAL. Applicant is reminded of
the extension of time policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat-
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period
for reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:

1. This form paragraph should not be used in reissue litigation
cases (SSP- 1 month) or in reexamination proceedings (SSP- 1 or
2 months).

2. 37 CFR 1.136(a) should not be available in a reissue litiga-
tion case and is not available in reexamination proceedings.

Form paragraph 7.39.01 may be used to notify
applicant of options available after final rejection.

q 7.39.01 Final Rejection, Options for Applicant, Pro Se

This action is a final rejection and is intended to close the
prosecution of this application. Applicant’s reply under 37 CFR
1.113 to this action is limited either to an appeal to the Board of
Patent Appeals and Interferences or to an amendment complying
with the requirements set forth below.

If applicant should desire to appeal any rejection made by the
examiner, a Notice of Appeal must be filed within the period for
reply identifying the rejected claim or claims appealed. The
Notice of Appeal must be accompanied by the required appeal fee
of $[1].

If applicant should desire to file an amendment, entry of a pro-
posed amendment after final rejection cannot be made as a matter
of right unless it merely cancels claims or complies with a formal
requirement made earlier. Amendments touching the merits of the
application which otherwise might not be proper may be admitted
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upon a showing a good and sufficient reasons why they are neces-
sary and why they were not presented earlier.

A reply under 37 CFR 1.113 to a final rejection must include
the appeal from, or cancellation of, each rejected claim. The filing
of an amendment after final rejection, whether or not it is entered,
does not stop the running of the statutory period for reply to the
final rejection unless the examiner holds the claims to be in condi-
tion for allowance. Accordingly, if a Notice of Appeal has not
been filed properly within the period for reply, or any extension of
this period obtained under either 37 CFR 1.136(a) or (b), the
application will become abandoned.

Examiner Note:

The form paragraph must be preceded by any one of form para-
graphs 7.39, 7.40, 7.40.01, 7.41, 7.42.03, or 7.42.09.

The Office Action Summary Form PTOL-326
should be used in all Office actions up to and includ-
ing final rejections.

For amendments filed after final rejection, see
MPEP § 714.12 and § 714.13.

For final rejection practice in reexamination pro-
ceedings see MPEP § 2271.

706.07(a) Final Rejection, When Proper

on Second Action [R-1]

Due to the change in practice as affecting final
rejections, older decisions on questions of premature-
ness of final rejection or admission of subsequent
amendments do not necessarily reflect present prac-
tice.

Under present practice, second or any subsequent
actions on the merits shall be final, except where the
examiner introduces a new ground of rejection that is
neither necessitated by applicant’s amendment of the
claims nor based on information submitted in an
information disclosure statement filed during the
period set forth in 37 CFR 1.97(c) with the fee set
forth in 37 CFR 1.17(p). Where information is sub-
mitted in an information disclosure statement during
the period set forth in 37 CFR 1.97(c) with a fee, the
examiner may use the information submitted, e.g., a
printed publication or evidence of public use, and
make the next Office action final whether or not the
claims have been amended, provided that no other
new ground of rejection which was not necessitated
by amendment to the claims is introduced by the
examiner. See MPEP § 609 paragraph (B)(2). Further-
more, a second or any subsequent action on the merits
in any application or patent undergoing reexamination
proceedings will not be made final if it includes a
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rejection, on newly cited art, other than information
submitted in an information disclosure statement filed
under 37 CFR 1.97(c) with the fee set forth in 37 CFR
1.17 (p), of any claim not amended by applicant or
patent owner in spite of the fact that other claims may
have been amended to require newly cited art. Where
information is submitted in a reply to a requirement
under 37 CFR 1.105, the examiner may NOT make
the next Office action relying on that art final unless
all instances of the application of such art are necessi-
tated by amendment.

A second or any subsequent action on the merits in
any application or patent involved in reexamination
proceedings should not be made final if it includes a
rejection, on prior art not of record, of any claim
amended to include limitations which should reason-
ably have been expected to be claimed. See MPEP
§ 904 et seq. For example, one would reasonably
expect that a rejection under 35 U.S.C. 112 for the
reason of incompleteness would be replied to by an
amendment supplying the omitted element.

>A second or any subsequent action on the merits
in any application or patent involved in reexamination
proceedings may not be made final if it contains a
new ground of rejection necessitated by the amend-
ments to 35 U.S.C. 102(e) by the Intellectual Property
and High Technology Technical Amendments Act of
2002 (Pub. L. 107-273, 116 Stat. 1758 (2002)), unless
the new ground of rejection was necessitated by an
amendment to the claims or as a result of information
submitted in an information disclosure statement
under 37 CFR 1.97(c) with the fee set forth in 37 CFR
1.17(p).<

When applying any 35 U.S.C. 102(e)/103 refer-
ences against the claims of an application filed on or
after November 29, 1999, the examiner should antici-
pate that a statement averring common ownership at
the time the invention was made may disqualify any
patent or application applied in arejection under
35 U.S.C. 103 based on 35 U.S.C. 102(e). If such a
statement is filed in reply to the 35 U.S.C. 102(e)/103
rejection and the claims are not amended, the exam-
iner may not make the next Office action final if a
new rejection is made. See MPEP § 706.02(1)(3).

See MPEP § 809.02(a) for actions which indicate
generic claims as not allowable.

In the consideration of claims in an amended case
where no attempt is made to point out the patentable
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novelty, the examiner should be on guard not to allow
such claims. See MPEP § 714.04. The claims may be
finally rejected if, in the opinion of the examiner, they
are clearly open to rejection on grounds of record.

Form paragraph 7.40 should be used where an
action is made final including new grounds of rejec-
tion necessitated by applicant’s amendment.

g 7.40 Action Is Final, Necessitated by Amendment

Applicant’s amendment necessitated the new ground(s) of
rejection presented in this Office action. Accordingly, THIS
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant
is reminded of the extension of time policy as set forth in 37 CFR
1.136(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat-
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period
for reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:

1. This form paragraph should not be used in reissue litigation
cases (SSP- 1 month) or in reexamination proceedings (SSP- 1 or
2 months).

2. 37 CFR 1.136(a) should not be available in a reissue litiga-
tion case and is not available in reexamination proceedings.

q 7.40.01 Action Is Final, Necessitated by IDS With Fee

Applicant’s submission of an information disclosure statement
under 37 CFR 1.97(c) with the fee set forth in 37 CFR 1.17(p) on
[1] prompted the new ground(s) of rejection presented in this
Office action. Accordingly, THIS ACTION IS MADE FINAL.
See MPEP § 609(B)(2)(i). Applicant is reminded of the extension
of time policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat-
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period
for reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:

1. This form paragraph should not be used and a final rejection
is improper where there is another new ground of rejection intro-
duced by the examiner which was not necessitated by amendment
to the claims.
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2. In bracket 1, insert the filing date of the information disclo-
sure statement containing the identification of the item of infor-
mation used in the new ground of rejection.

706.07(b) Final Rejection, When Proper

on First Action [R-1]

The claims of a new application may be finally
rejected in the first Office action in those situations
where (A) the new application is a continuing applica-
tion of, or a substitute for, an earlier application, and
(B) all claims of the new application (1) are drawn to
the same invention claimed in the earlier application,
and (2) would have been properly finally rejected on
the grounds and art of record in the next Office action
if they had been entered in the earlier application.

>A first Office action in a continuing or substitute
application may not be made final if it contains a new
ground of rejection necessitated by the amendments
to 35 U.S.C. 102(e) by the Intellectual Property and
High Technology Technical Amendments of 2002
(Pub. L. 107-273, 116 Stat. 1758 (2002)).<

However, it would not be proper to make final a
first Office action in a continuing or substitute appli-
cation where that application contains material which
was presented in the earlier application after final
rejection or closing of prosecution but was denied
entry because (A) new issues were raised that required
further consideration and/or search, or (B) the issue of
new matter was raised.

Further, it would not be proper to make final a first
Office action in a continuation-in-part application
where any claim includes subject matter not present in
the earlier application.

A request for an interview prior to first action on a
continuing or substitute application should ordinarily
be granted.

A first action final rejection should be made by
using Form Paragraphs 7.41 or 7.41.03, as appropri-
ate.

q 7.41 Action Is Final, First Action

This is a [1] of applicant’s earlier Application No. [2]. All
claims are drawn to the same invention claimed in the earlier
application and could have been finally rejected on the grounds
and art of record in the next Office action if they had been entered
in the earlier application. Accordingly, THIS ACTION IS
MADE FINAL even though it is a first action in this case. See
MPEP § 706.07(b). Applicant is reminded of the extension of
time policy as set forth in 37 CFR 1.136(a).
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A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat-
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period
for reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:

1. Inbracket 1, insert either --continuation-- or --substitute--, as
appropriate.

2. If an amendment was refused entry in the parent case on the
grounds that it raised new issues or new matter, this form para-
graph cannot be used. See MPEP § 706.07(b).

3. This form paragraph should not be used in reissue litigation
cases (SSP- 1 month) or in reexamination proceedings (SSP-1 or 2
months).

4. 37 CFR 1.136(a) should not be available in a reissue litiga-
tion case and is not available in reexamination proceedings.

g 7.41.03 Action Is Final, First Action Following
Submission Under 37 CFR 1.53(d), Continued Prosecution
Application (CPA)

All claims are drawn to the same invention claimed in the par-
ent application prior to the filing of this Continued Prosecution
Application under 37 CFR 1.53(d) and could have been finally
rejected on the grounds and art of record in the next Office action.
Accordingly, THIS ACTION IS MADE FINAL even though it
is a first action after the filing under 37 CFR 1.53(d). Applicant is
reminded of the extension of time policy as set forth in 37 CFR
1.136(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat-
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period for
reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:

1. This form paragraph is for a first action final rejection in a
Continued Prosecution Application filed under 37 CFR 1.53(d).

2. This form paragraph must be preceded by one of form para-
graphs 2.30 or 2.35, as appropriate.

q 7.42.09 Action Is Final, First Action Following Request
for Continued Examination under 37 CFR 1.114

All claims are drawn to the same invention claimed in the
application prior to the entry of the submission under 37 CFR
1.114 and could have been finally rejected on the grounds and art
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of record in the next Office action if they had been entered in the
application prior to entry under 37 CFR 1.114. Accordingly,
THIS ACTION IS MADE FINAL even though it is a first action
after the filing of a request for continued examination and the sub-
mission under 37 CFR 1.114. See MPEP § 706.07(b). Applicant is
reminded of the extension of time policy as set forth in 37 CFR
1.136(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat-
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period for
reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:

This form paragraph is for a first action final rejection follow-
ing a Request for Continued Examination filed under 37 CFR
1.114.

706.07(c) Final Rejection, Premature

Any question as to prematureness of a final rejec-
tion should be raised, if at all, while the application is
still pending before the primary examiner. This is
purely a question of practice, wholly distinct from the
tenability of the rejection. It may therefore not be
advanced as a ground for appeal, or made the basis of
complaint before the Board of Patent Appeals and
Interferences. It is reviewable by petition under
37 CFR 1.181. See MPEP § 1002.02(c).

706.07(d) Final Rejection, Withdrawal of,

Premature

If, on request by applicant for reconsideration, the
primary examiner finds the final rejection to have
been premature, he or she should withdraw the final-
ity of the rejection. The finality of the Office action
must be withdrawn while the application is still pend-
ing. The examiner cannot vacate the final rejection
once the application is abandoned.

Form paragraph 7.42 should be used when with-
drawing the finality of the rejection of the last Office
action.

q 7.42 Withdrawal of Finality of Last Office Action

Applicant’s request for reconsideration of the finality of the
rejection of the last Office action is persuasive and, therefore, the
finality of that action is withdrawn.
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706.07(e) Withdrawal of Final Rejection,

General

See MPEP § 714.12 and § 714.13 for amendments
after final rejection.

Once a final rejection that is not premature has been
entered in an application/reexamination proceeding, it
should not be withdrawn at the applicant’s or patent
owner’s request except on a showing under 37 CFR
1.116(b). Further amendment or argument will be
considered in certain instances. An amendment that
will place the application either in condition for
allowance or in better form for appeal may be admit-
ted. Also, amendments complying with objections or
requirements as to form are to be permitted after final
action in accordance with 37 CFR 1.116(a).

The examiner may withdraw the rejection of finally
rejected claims. If new facts or reasons are presented
such as to convince the examiner that the previously
rejected claims are in fact allowable or patentable in
the case of reexamination, then the final rejection
should be withdrawn. Occasionally, the finality of a
rejection may be withdrawn in order to apply a new
ground of rejection.

Although it is permissible to withdraw a final rejec-
tion for the purpose of entering a new ground of rejec-
tion, this practice is to be limited to situations where a
new reference either fully meets at least one claim or
meets it except for differences which are shown to be
completely obvious. Normally, the previous rejection
should be withdrawn with respect to the claim or
claims involved.

The practice should not be used for application of
subsidiary references, or of cumulative references, or
of references which are merely considered to be better
than those of record.

When a final rejection is withdrawn, all amend-
ments filed after the final rejection are ordinarily
entered.

New grounds of rejection made in an Office action
reopening prosecution after the filing of an appeal
brief require the approval of the supervisory patent
examiner. See MPEP § 1002.02(d).

706.07(f) Time for Reply to Final Rejec-
tion [R-2]

The time for reply to a final rejection is as follows:

Rev. 2, May 2004



706.07(f)

(A) All final rejections setting a 3-month short-
ened statutory period (SSP) for reply should contain
one of form paragraphs 7.39, 7.40, 7.40.01, 7.41,
7.41.03, or 7.42.09 advising applicant that if the reply
is filed within 2 months of the date of the final Office
action, the shortened statutory period will expire at 3
months from the date of the final rejection or on the
date the advisory action is mailed, whichever is later.
Thus, a variable reply period will be established. If
the last day of “2 months of the date of the final
Office action” falls on Saturday, Sunday, or a Federal
holiday within the District of Columbia, and a reply is
filed on the next succeeding day which is not a Satur-
day, Sunday, or a Federal holiday, pursuant to 37 CFR
1.7(a), the reply is deemed to have been filed within
the 2 months period and the shortened statutory
period will expire at 3 months from the date of the
final rejection or on the mailing date of the advisory
action, whichever is later (see MPEP § 710.05). In no
event can the statutory period for reply expire later
than 6 months from the >mailing< date of the final
rejection.

(B) If the form paragraph setting a variable reply
period is inadvertently not included in the final Office
action, the SSP for reply will end 3 months from the
date of the final Office action and cannot be extended
other than by making a petition and paying a fee pur-
suant to 37 CFR 1.136(a). However, if an advisory
action is mailed in such a case where the reply to the
final action has been filed within 2 months, the exam-
iner should vacate the original SSP and reset the
period for reply to correspond with the Office policy
set forth in the Notice entitled “Procedure for Han-
dling Amendments Under 37 CFR 1.116,” 1027 O.G.
71 (Feb. 8, 1983). See paragraph (F) below.

(C) This procedure of setting a variable reply
period in the final rejection dependent on when appli-
cant files a first reply to a final Office action does not
apply to situations where a SSP less than 3 months is
set, e.g., reissue litigation applications (1-month SSP)
or any reexamination proceeding.

>

L. < ADVISORY ACTIONS

(D) Where the final Office action sets a variable
reply period as set forth in paragraph (A) above AND
applicant files a complete first reply to the final Office
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action within 2 months of the date of the final Office
action, the examiner must determine if the reply:

(1) places the application in condition for
allowance — then the application should be processed
as an allowance and no extension fees are due;

(2) places the application in condition for
allowance except for matters of form which the exam-
iner can change without authorization from applicant,
MPEP § 1302.04 — then the application should be
amended as required and processed as an allowance
and no extension fees are due; or

(3) does not place the application in condition
for allowance — then the advisory action should
inform applicant that the SSP for reply expires
3 months from the date of the final rejection or as of
the mailing date of the advisory action, whichever is
later, by checking the appropriate box at the top por-
tion of the Advisory Action form, PTOL-303.

If PTOL-303 is not used, then use Form Para-
graph 7.67.01 on all advisory actions where a first
complete reply has been filed within 2 months of the
date of the final Office action.

q 7.67.01 Advisory After Final, Heading, 1st Reply Filed
Within 2 Months

The shortened statutory period for reply expires THREE
MONTHS from the mailing date of the final rejection or as of the
mailing date of this advisory action, whichever is later. In no
event, however, will the statutory period for reply expire later than
SIX MONTHS from the mailing date of the final rejection.

Any extension fee required pursuant to 37 CFR 1.17 will be
calculated from the date that the shortened statutory period for
reply expires as set forth above.

Examiner Note:

1. This form paragraph should be used in all advisory actions if:
a. it was the FIRST reply to the to the final rejection, and

b. it was filed within two months of the date of the final rejec-
tion.

2. If a notice of appeal has been filed, also use form paragraph
7.68.

3. DO NOT USE THIS FORM PARAGRAPH FOR REEX-
AMINATION PROCEEDINGS.

4. Follow with form paragraph 7.41.01 if transitional provisions
of 37 CFR 1.129(a) are applicable.

(E) Where the final Office action sets a variable
reply period as set forth in paragraph (A) above, and
applicant does NOT file a complete first reply to the
final Office action within 2 months, examiners should
use form paragraph 7.67.

(F) Where the final Office action does not set a
variable reply period as set forth in paragraph (A)
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above AND applicant does file a complete first reply
to the final Office action within 2 months, and if an
advisory action is necessary and cannot be mailed
within 3 months of the final Office action, the exam-
iner should vacate the original SSP and reset the reply
period to expire on the mailing date of the advisory
action by using form paragraph 7.67.02. In no case
can the statutory period for reply expire later than
6 months from the date of the final Office action.
Note that form paragraph 7.67.02 can be used with the
advisory action (preferable) or after the advisory
action is mailed to correct the error of not setting a
variable reply period.

q 7.67.02 Advisory After Final, Heading, No Variable SSP
Set in Final

Since the first reply to the final Office action was filed within
TWO MONTHS of the mailing date of that action and the advi-
sory action was not mailed within THREE MONTHS of that date,
the THREE-MONTH shortened statutory period for reply set in
the final Office action is hereby vacated and reset to expire as of
the mailing date of this advisory action. See Notice entitled “Pro-
cedure for Handling Amendments Under 37 CFR 1.116,” pub-
lished in the Official Gazette at 1027 O.G. 71, February 8, 1983.
In no event, however, will the statutory period for reply expire
later than SIX MONTHS from the mailing date of the final Office
action.

Any extension fee required pursuant to 37 CFR 1.17 will be
calculated from the mailing date of the advisory action.

Examiner Note:

1. This form paragraph should be used in all advisory actions
where:

a. the reply is a first reply to the final action;

b. the reply was filed within two months of the mailing date of
the final; and

c. the final action failed to inform applicant of a variable SSP
beyond the normal three month period, as is set forth in form para-
graphs 7.39 to 7.41.

2. If the final action set a variable SSP, do not use this form
paragraph, use form paragraph 7.67.01 instead.

3. If a notice of appeal has been filed, also use form paragraph
7.68.

4.  Follow with form paragraph 7.41.01 if transitional provisions
of 37 CFR 1.129(a) are applicable.

(G) When an advisory action properly contains
either form paragraph 7.67.01 or 7.67.02, the time for
applicant to take further action (including the calcula-
tion of extension fees under 37 CFR 1.136(a)) begins
to run 3 months from the date of the final rejection, or
from the date of the advisory action, whichever is
later. Extension fees cannot be prorated for portions
of a month. In no event can the statutory period for
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reply expire later than 6 months from the date of the
final rejection. For example, if applicant initially
replies within 2 months from the date of mailing of a
final rejection and the examiner mails an advisory
action before the end of 3 months from the date of
mailing of the final rejection, the shortened statutory
period will expire at the end of 3 months from the date
of mailing of the final rejection. In such case, if a peti-
tion for extension of time is granted, the due date for a
reply is computed from the date stamped or printed on
the Office action with the final rejection. See MPEP
§ 710.01(a). If the examiner, however, does not mail
an advisory action until after the end of the 3-month
period, the shortened statutory period will expire on
the date the examiner mails the advisory action and
any extension of time fee would be calculated from
the mailing date of the advisory action.

>

II. <EXAMINER’S AMENDMENTS

(H) Where a complete first reply to a final Office
action has been filed within 2 months of the final
Office action, an examiner’s amendment to place the
application in condition for allowance may be made
without the payment of extension fees even if the
examiner’s amendment is made more than 3 months
from the date of the final Office action. Note that an
examiner’s amendment may not be made more than 6
months from the date of the final Office action, as the
application would be abandoned at that point by oper-
ation of law.

(I) Where a complete first reply to a final Office
action has not been filed within 2 months of the final
Office action, applicant’s authorization to make an
amendment to place the application in condition for
allowance must be made either within the 3 month
shortened statutory period or within an extended
period for reply that has been petitioned and paid for
by applicant pursuant to 37 CFR 1.136(a). However,
an examiner’s amendment correcting only formal
matters which are identified for the first time after a
reply is made to a final Office action would not
require any extension fee, since the reply to the final
Office action put the application in condition for
allowance except for the correction of formal matters,
the correction of which had not yet been required by
the examiner.
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(J) An extension of time under 37 CFR 1.136(a)
requires a petition for an extension and the appropri-
ate fee provided for in 37 CFR 1.17. Where an exten-
sion of time is necessary to place an application in
condition for allowance (e.g., when an examiner’s
amendment is necessary after the shortened statutory
period for reply has expired), applicant may file the
required petition and fee or give authorization to the
examiner to make the petition of record and charge a
specified fee to a deposit account. Office employees
may not accept oral (telephonic) instructions to com-
plete the Credit Card Payment Form or otherwise
charge a patent process or trademark process fee (as
opposed to information product or service fees) to a
credit card. When authorization to make a petition for
an extension of time of record is given to the exam-
iner, the authorization must be given before the
extended period expires. The authorization must be
made of record in an examiner’s amendment by indi-
cating the name of the person making the authoriza-
tion, when the authorization was given, the deposit
account number to be charged, the length of the exten-
sion requested and the amount of the fee to be charged
to the deposit account. Form Paragraph 13.02.02
should be used.

**>

q 13.02.02 Extension of Time and Examiner’s Amendment
Authorized by Telephone

An extension of time under 37 CFR 1.136(a) is required in
order to make an examiner’s amendment which places this appli-
cation in condition for allowance. During a telephone conversa-
tion conducted on [1], [2] requested an extension of time for [3]
MONTH(S) and authorized the Director to charge Deposit
Account No. [4] the required fee of $ [5] for this extension and
authorized the following examiner’s amendment. Should the
changes and/or additions be unacceptable to applicant, an amend-
ment may be filed as provided by 37 CFR 1.312. To ensure con-
sideration of such an amendment, it MUST be submitted no later
than the payment of the issue fee.

Examiner Note:

See MPEP § 706.07(f), item (J) which explains when an exten-
sion of time is needed in order to make amendments to place the
application in condition for allowance.

III. <PRACTICE AFTER FINAL

(K) Replies after final should be processed and
considered promptly by all Office personnel.
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(L) Replies after final should not be considered
by the examiner unless they are filed within the SSP
or are accompanied by a petition for an extension of
time and the appropriate fee (37 CFR 1.17 and
37 CFR 1.136(a)). See also MPEP § 710.02(e). This
requirement also applies to supplemental replies filed
after the first reply.

(M) Interviews may be conducted after the expira-
tion of the shortened statutory period for reply to a
final Office action but within the 6-month statutory
period for reply without the payment of an extension
fee.

(N) Formal matters which are identified for the
first time after a reply is made to a final Office action
and which require action by applicant to correct may
be required in an Ex parte Quayle action if the appli-
cation is otherwise in condition for allowance. No
extension fees would be required since the reply puts
the application in condition for allowance except for
the correction of formal matters — the correction of
which had not yet been required by the examiner.

(O) If prosecution is to be reopened after a final
Office action has been replied to, the finality of the
previous Office action should be withdrawn to avoid
the issue of abandonment and the payment of exten-
sion fees. For example, if a new reference comes to
the attention of the examiner which renders unpatent-
able a claim indicated to be allowable, the Office
action should begin with a statement to the effect:
“The finality of the Office action mailed is hereby
withdrawn in view of the new ground of rejection set
forth below.” Form paragraph 7.42 could be used in
addition to this statement. See MPEP § 706.07(d).

706.07(g) Transitional After-Final Prac-

tice

37 CFR 1.129. Transitional procedures for limited
examination after final rejection and restriction practice.
(a) An applicant in an application, other than for reissue or a
design patent, that has been pending for at least two years as of
June 8, 1995, taking into account any reference made in such
application to any earlier filed application under 35 U.S.C. 120,
121 and 365(c), is entitled to have a first submission entered and
considered on the merits after final rejection under the following
circumstances: The Office will consider such a submission, if the
first submission and the fee set forth in § 1.17(r) are filed prior to
the filing of an appeal brief and prior to abandonment of the appli-
cation. The finality of the final rejection is automatically with-
drawn upon the timely filing of the submission and payment of the
fee set forth in § 1.17(r). If a subsequent final rejection is made in

700-80



EXAMINATION OF APPLICATIONS

the application, applicant is entitled to have a second submission
entered and considered on the merits after the subsequent final
rejection under the following circumstances: The Office will con-
sider such a submission, if the second submission and a second
fee set forth in § 1.17(r) are filed prior to the filing of an appeal
brief and prior to abandonment of the application. The finality of
the subsequent final rejection is automatically withdrawn upon the
timely filing of the submission and payment of the second fee set
forth in § 1.17(r). Any submission filed after a final rejection
made in an application subsequent to the fee set forth in § 1.17(r)
having been twice paid will be treated as set forth in § 1.116. A
submission as used in this paragraph includes, but is not limited
to, an information disclosure statement, an amendment to the writ-
ten description, claims or drawings and a new substantive argu-
ment or new evidence in support of patentability.

eskeokosksk

(c) The provisions of this section shall not be applicable to
any application filed after June 8, 1995.

In order to facilitate the completion of prosecution
of applications pending in the USPTO as of June 8,
1995 and to ease the transition between a 17-year
patent term and a 20-year patent term, Public Law
103-465 provided for the further limited reexamina-
tion of an application pending for 2 years or longer as
of June 8, 1995, taking into account any reference
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made in the application to any earlier filed application
under 35 U.S.C. 120, 121, or 365(c). The further lim-
ited reexamination permits applicants to present for
consideration, as a matter of right upon payment of a
fee, a submission after a final rejection has been
issued on an application. An applicant will be able to
take advantage of this provision on two separate occa-
sions provided the submission and fee are presented
prior to the filing of the Appeal Brief and prior to
abandonment of the application. This will have the
effect of enabling an applicant to essentially reopen
prosecution of the pending application on two sepa-
rate occasions by paying a fee for each occasion,
and avoid the impact of refiling the application to
obtain consideration of additional claims and/or infor-
mation relative to the claimed subject matter. The
transitional after-final practice is only available to
applications filed on or before June 8, 1995 and it is
not available for reissue or design applications or
reexamination proceedings.

The following flowchart illustrates the transitional
after-final procedures set forth in 37 CFR 1.129(a).
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Transitional After-Final Provision - 37 CFR 1.129(a)
Starting June 8, 1995

Application filed on or before 6/8/95 N § 1.129(a) not available
.
Y
J -
Application has an effective filing ; -
I date of 6/8/93 or earlier N .I § 1.129(a) not available I
Y
.
Submission & § 1.17(r) fee filed prior | |
to Appeal Brief and prior to N Goes normal appeal route
abandonment of application

Y

—
Submission entered and finality of previous
rejection w/d. No new matter permitted.

— 1 I - [ Give applicant a 1-month/30 days
Smelssrl: ‘?1 (fﬂi gfrf?ggzgﬂgs to the N extendable SSP to submit a complete
P reply to the previous Office action.

Y

Submission considered in manner set forth
in MPEP § 706.07(b)

Y Reply complete and timely | N JApplication is
I fﬂe%y P Y I " abandoned

| Further prosecution results in final rejection }

v

Submission & § 1.17(r) fee filed prior N
to Appeal Brief and prior to —N Goes normal appeal route I
abandonment of application

Y
—

Submission entered and finality of previous
rejection w/d. No new matter permitted.

Submission fully responsive to the N
previous office action
Y

Submission considered in manner set forth Y Reply complete and timely N p
| filed I

[ Give applicant a 1—month/30 days
extendable SSP to submit a complete
reply to the previous Office action.

Application is
abandoned

in MPEP § 706.07(b)

| Further prosecution results in final rejection I

Normal route
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Effective June 8, 1995, in any pending application
having an actual or effective filing date of June 8,
1993 or earlier, applicant is entitled, under 37 CFR
1.129(a), to have a first submission after final rejec-
tion entered and considered on the merits, if the sub-
mission and the fee set forth in 37 CFR 1.17(r) are
filed prior to the filing of an Appeal Brief under
37CFR 1.192 and prior to abandonment. For an
application entering national stage under 35 U.S.C.
371 or an application filed under 35 U.S.C. 111(a)
claiming benefit under 35 U.S.C. 120 of a PCT appli-
cation designating the U.S., the PCT international fil-
ing date will be used to determine whether the
application has been pending for at least 2 years as of
June 8, 1995.

Form paragraph 7.41.01 may be used to notify
applicant that the application qualifies under 37 CFR
1.129(a).

g 7.41.01 Transitional After Final Practice, First
Submission (37 CFR 1.129(a))

This application is subject to the provisions of Public Law 103-
465, effective June 8, 1995. Accordingly, since this application
has been pending for at least two years as of June 8, 1995, taking
into account any reference to an earlier filed application under 35
U.S.C. 120, 121 or 365(c), applicant, under 37 CFR 1.129(a), is
entitled to have a first submission entered and considered on the
merits if, prior to abandonment, the submission and the fee set
forth in 37 CFR 1.17(r) are filed prior to the filing of an appeal
brief under 37 CFR 1.192. Upon the timely filing of a first sub-
mission and the appropriate fee of $ [1] for a [2] entity under 37
CFR 1.17(r), the finality of the previous Office action will be
withdrawn. If a notice of appeal and the appeal fee set forth in 37
CFR 1.17(e) were filed prior to or with the payment of the fee set
forth in 37 CFR 1.17(r), the payment of the fee set forth in 37
CFR 1.17(r) by applicant will be construed as a request to dismiss
the appeal and to continue prosecution under 37 CFR 1.129(a). In
view of 35 U.S.C. 132, no amendment considered as a result of
payment of the fee set forth in 37 CFR 1.17(r) may introduce new
matter into the disclosure of the application.

If applicant has filed multiple proposed amendments which,
when entered, would conflict with one another, specific instruc-
tions for entry or non-entry of each such amendment should be
provided upon payment of any fee under 37 CFR 1.17(r).

Examiner Note:

1. This form paragraph may follow any of form paragraphs
7.39-7.41, 7.67-7.67.02, 7.72-7.78 or 7.80 in any application filed
prior to June 9, 1995, which has been pending for at least two
years as of June 8, 1995, taking into account any reference under
35 U.S.C. 120, 121 or 365(c) to a previously filed application and
no previous fee has been paid under 37 CFR 1.17(xr).

2. This form paragraph should NOT be used in a design or reis-
sue application, or in a reexamination proceeding.

700-83

706.07(g)

3. In bracket 1, insert the current fee for a large or small entity,
as appropriate.

4. In bracket 2, insert --small-- or --large--, depending on the
current status of the application.

The submission under 37 CFR 1.129(a) may com-
prise, but is not limited to, an information disclosure
statement, an amendment to the written description,
claims or drawings, a new substantive argument and/
or new evidence. No amendment considered as a
result of payment of the fee set forth in 37 CFR
1.17(r) may introduce new matter into the disclosure
of the application 35 U.S.C. 132. In view of the fee set
forth in 37 CFR 1.17(r), any information disclosure
statement previously refused consideration in the
application because of applicant’s failure to comply
with 37 CFR 1.97(c) or (d) will be treated as though it
has been filed within one of the time periods set forth
in 37 CFR 1.97(b) and will be considered without the
petition and petition fee required in 37 CFR 1.97(d), if
it complies with the requirements of 37 CFR 1.98.

If the application qualifies under 37 CFR 1.129(a),
that is, it was filed on or before June 8, 1995 and the
application has an effective U.S. filing date of June 8,
1993 or earlier, the examiner must check to see if the
submission and 37 CFR 1.17(r) fee were filed prior to
the filing of the Appeal Brief and prior to abandon-
ment of the application. If an amendment was timely
filed in reply to the final rejection but the fee set forth
in 37 CFR 1.17(r) did not accompany the amendment,
examiners will continue to consider these amend-
ments in an expedited manner as set forth in MPEP
§ 714.13 and issue an advisory action notifying appli-
cant whether the amendment has been entered. If the
examiner indicated in an advisory action that the
amendment has not been entered, applicant may then
pay the fee set forth in 37 CFR 1.17(r) and any neces-
sary fee to avoid abandonment of the application and
obtain entry and consideration of the amendment as a
submission under 37 CFR 1.129(a). If the submission
and the fee set forth in 37 CFR 1.17(r) were timely
filed in reply to the final rejection and no advisory
action has been issued prior to the payment of the fee
set forth in 37 CFR 1.17(r), no advisory action will be
necessary. The examiner will notify applicant that the
finality of the previous office action has been with-
drawn pursuant to 37 CFR 1.129(a). It is noted that if
the submission is accompanied by a “conditional”
payment of the fee set forth in 37 CFR 1.17(r), i.e., an
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authorization to charge the fee set forth in 37 CFR
1.17(r) to a deposit account or to a credit card in the
event that the submission would not otherwise be
entered, the PTO will treat the conditional payment as
an unconditional payment of the 37 CFR 1.17(r) fee.

The finality of the final rejection is automatically
withdrawn upon the timely filing of the submission
and payment of the fee set forth in 37 CFR 1.17(r).
Upon the timely payment of the fee set forth in
37 CFR 1.17(r), all previously unentered submissions,
submissions filed with the 37 CFR 1.17(r) fee, and
any submissions filed prior to the mailing of the next
Office action will be entered. Any conflicting amend-
ments should be clarified for entry by the applicant
upon payment of the 37 CFR 1.17(r) fee. Absent spe-
cific instructions for entry, all submissions filed as of
the date of the withdrawal of the finality of the previ-
ous final action will be entered in the order in which
they were filed. Form paragraph 7.42.01 should be
used to notify applicant that the finality of the previ-
ous Office action has been withdrawn.

q 7.42.01 Withdrawal of Finality of Last Office Action -
Transitional Application Under 37 CFR 1.129(a)

Since this application is eligible for the transitional procedure
of 37 CFR 1.129(a), and the fee set forth in 37 CFR 1.17(r) has
been timely paid, the finality of the previous Office action has
been withdrawn pursuant to 37 CFR 1.129(a). Applicant’s [1]
submission after final filed on [2] has been entered.

Examiner Note:
Insert --first-- or --second-- in bracket 1.

If a Notice of Appeal and the appeal fee set forth in
37 CFR 1.17(b) were filed prior to or with the pay-
ment of the fee set forth 37 CFR 1.17(r), the payment
of the fee set forth in 37 CFR 1.17(r) by applicant is
construed as a request to dismiss the appeal and to
continue prosecution under 37 CFR 1.129(a).

Upon the timely payment of the fee set forth in
37 CFR 1.17(r), if the examiner determines that the
submission is not fully responsive to the previous
Office action, e.g., if the submission only includes an
information disclosure statement, applicant will be
given a new shortened statutory period of 1 month or
30 days, whichever is longer, to submit a complete
reply. Form paragraph 7.42.02 should be used.

q 7.42.02 Nonresponsive Submission Filed Under 37 CFR
1.129(a)

The timely submission under 37 CFR 1.129(a) filed on [1] is
not fully responsive to the prior Office action because [2]. Since
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the submission appears to be a bona fide attempt to provide a
complete reply to the prior Office action, applicant is given a
shortened statutory period of ONE MONTH or THIRTY DAYS
from the mailing date of this letter, whichever is longer, to submit
a complete reply. This shortened statutory period supersedes the
time period set in the prior Office action. This time period may be
extended pursuant to 37 CFR 1.136(a). If a notice of appeal and
the appeal fee set forth in 37 CFR 1.17(e) were filed prior to or
with the payment of the fee set forth in 37 CFR 1.17(r), the pay-
ment of the fee set forth in 37 CFR 1.17(r) by applicant is con-
strued as a request to dismiss the appeal and to continue
prosecution under 37 CFR 1.129(a). The appeal stands dismissed.

Examiner Note:
The reasons why the examiner considers the submission not to
be fully responsive must be set forth in bracket 2.

After submission and payment of the fee set forth in
37 CFR 1.17(r), the next Office action on the merits
may be made final only under the conditions for mak-
ing a first action in a continuing application final set
forth in MPEP § 706.07(b).

Form paragraph 7.42.03 may be used if it is appro-
priate to make the first action final following a sub-
mission under 37 CFR 1.129(a).

g 7.42.03 Action Is Final, First Action Following
Submission Under 37 CFR 1.129(a)

All claims are drawn to the same invention claimed in the
application prior to the entry of the submission under 37 CFR
1.129(a) and could have been finally rejected on the grounds and
art of record in the next Office action if they had been entered in
the application prior to entry under 37 CFR 1.129(a). Accord-
ingly, THIS ACTION IS MADE FINAL even though it is a first
action after the submission under 37 CFR 1.129(a). See MPEP §
706.07(b). Applicant is reminded of the extension of time policy
as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat-
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period for
reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:
Also use form paragraph 7.41.02 if this is a final rejection fol-
lowing a first submission under 37 CFR 1.129(a).

If a subsequent final rejection is made in the appli-
cation, applicant would be entitled to have a second
submission entered and considered on the merits
under the same conditions set forth for consideration
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of the first submission. Form paragraph 7.41.02
should be used.

q 7.41.02 Transitional After Final Practice, Second
Submission (37 CFR 1.129(a))

Since the fee set forth in 37 CFR 1.17(r) for a first submission
subsequent to a final rejection has been previously paid, applicant,
under 37 CFR 1.129(a), is entitled to have a second submission
entered and considered on the merits if, prior to abandonment, the
second submission and the fee set forth in 37 CFR 1.17(r) are
filed prior to the filing of an appeal brief under 37 CFR 1.192.
Upon the timely filing of a second submission and the appropriate
fee of $ [1] for a [2] entity under 37CFR 1.17(r), the finality of
the previous Office action will be withdrawn. If a notice of appeal
and the appeal fee set forth in 37 CFR 1.17(e) were filed prior to
or with the payment of the fee set forth in 37 CFR 1.17(r), the
payment of the fee set forth in 37 CFR 1.17(r) by applicant will
be construed as a request to dismiss the appeal and to continue
prosecution under 37 CFR 1.129(a). In view of 35 U.S.C. 132, no
amendment considered as a result of payment of the fee set forth
in 37 CFR 1.17(r) may introduce new matter into the disclosure
of the application.

Examiner Note:

1. This form paragraph is to follow any of form paragraphs
7.39-7.41 in any application filed prior to June 9, 1995, which has
been pending for at least two years as of June 8, 1995, taking into
account any reference under 35 U.S.C. 120, 121 or 365(c) to a
previously filed application and a first submission fee has been
previously paid under 37 CFR 1.17(r).

2. This form paragraph should NOT be used in a design or reis-
sue application or in a reexamination proceeding.

3. In bracket 1, insert the current fee for a large or small entity,
as appropriate.

4. In bracket 2, insert --small-- or --large--, depending on the
current status of the application.

5. If the fee set forth in 37 CFR 1.17(r) has been twice paid, the
provisions of 37 CFR 1.129(a) are no longer available.

Any submission filed after a final rejection made in
the application subsequent to the fee set forth in
37 CFR 1.17(r) having been twice paid will be treated
in accordance with the current after-final practice set
forth in 37 CFR 1.116.

706.07(h) Request for Continued Exami-

nation (RCE) Practice [R-2]

35 U.S.C. 132. Notice of rejection; reexamination.

seskokokok

(b) The Director shall prescribe regulations to provide for
the continued examination of applications for patent at the request
of the applicant. The Director may establish appropriate fees for
such continued examination and shall provide a 50 percent reduc-
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tion in such fees for small entities that qualify for reduced fees
under section 41(h)(1) of this title.

37 CFR 1.114. Request for continued examination.

(a) If prosecution in an application is closed, an applicant
may request continued examination of the application by filing a
submission and the fee set forth in § 1.17(e) prior to the earliest
of:

(1) Payment of the issue fee, unless a petition under
§ 1.313 is granted;

(2) Abandonment of the application; or

(3) The filing of a notice of appeal to the U.S. Court of
Appeals for the Federal Circuit under 35 U.S.C. 141, or the com-
mencement of a civil action under 35 U.S.C. 145 or 146, unless
the appeal or civil action is terminated.

(b) Prosecution in an application is closed as used in this
section means that the application is under appeal, or that the last
Office action is a final action (§ 1.113), a notice of allowance (§
1.311), or an action that otherwise closes prosecution in the appli-
cation.

(c) A submission as used in this section includes, but is not
limited to, an information disclosure statement, an amendment to
the written description, claims, or drawings, new arguments, or
new evidence in support of patentability. If reply to an Office
action under 35 U.S.C. 132 is outstanding, the submission must
meet the reply requirements of § 1.111.

(d) If an applicant timely files a submission and fee set forth
in § 1.17(e), the Office will withdraw the finality of any Office
action and the submission will be entered and considered. If an
applicant files a request for continued examination under this sec-
tion after appeal, but prior to a decision on the appeal, it will be
treated as a request to withdraw the appeal and to reopen prosecu-
tion of the application before the examiner. An appeal brief under
§ 1.192 or a reply brief under § 1.193(b), or related papers, will
not be considered a submission under this section.

(e) The provisions of this section do not apply to:

(1) A provisional application;

(2) An application for a utility or plant patent filed under
35 U.S.C. 111(a) before June 8, 1995;

(3) An international application filed under 35 U.S.C. 363
before June 8, 1995;

(4) An application for a design patent; or

(5) A patent under reexamination.

35 U.S.C. 132(b) provides for continued examina-
tion of an application at the request of the applicant
(request for continued examination or RCE) upon
payment of a fee, without requiring the applicant to
file a continuing application under 37 CFR 1.53(b)
**  To implement the RCE practice, 37 CFR 1.114
provides a procedure under which an applicant may
obtain continued examination of an application in
which prosecution is closed (e.g., the application is
under final rejection or a notice of allowance) by fil-
ing a submission and paying a specified fee. >Appli-
cants cannot file an RCE to obtain continued
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examination on the basis of claims that are indepen-
dent and distinct from the claims previously claimed
and examined as a matter of right (i.e., applicant can-
not switch inventions). See 37 CFR 1.145. Any newly
submitted claims that are directed to an invention that
is independent and distinct from the invention previ-
ously claimed will be withdrawn from consideration
and not entered. See subsection VI. below. An RCE is
not the filing of a new application. Thus, the Office
will not convert an RCE to a new application such as
an application filed under 37 CFR 1.53(b) or a contin-
ued prosecution application (CPA) under 37 CFR
1.53(d).<

L CONDITIONS FOR FILING AN RCE

The provisions of 37 CFR 1.114 apply to utility or
plant applications filed under 35 U.S.C. 111(a) on or
after June 8, 1995, or international applications filed
under 35 U.S.C. 363 on or after June 8, 1995. The
RCE provisions of 37 CFR 1.114 do not apply to:

(A) a provisional application;

(B) an application for a utility or plant patent filed
under 35 U.S.C. 111(a) before June 8, 1995;

(C) an international application filed under
35 U.S.C. 363 before June 8, 1995;

(D) an application for a design patent; or

(E) a patent under reexamination.

See 37 CFR 1.114(e).

An applicant may obtain continued examination of
an application by filing >a request for continued
examination (see form PTO/SB/30),< a submission
and the fee set forth in 37 CFR 1.17(e) prior to the
earliest of:

(A) payment of the issue fee (unless a petition
under 37 CFR 1.313 is granted);

(B) abandonment of the application; or

(C) the filing of a notice of appeal to the U.S.
Court of Appeals for the Federal Circuit or the com-
mencement of a civil action (unless the appeal or civil
action is terminated).

See 37 CFR 1.114(a). An applicant cannot request
continued examination of an application until after
prosecution in the application is closed. See 37 CFR
1.114(a). Prosecution in an application is closed if the
application is under appeal, or the last Office action is
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a final action (37 CFR 1.113), a notice of allowance
(37 CFR 1.311), or an action that otherwise closes
prosecution in the application (e.g., an Office action
under Ex parte Quayle, **>25 USPQ 74, 453 O.G
213 (Comm’r Pat. 1935)<).

II. SUBMISSION REQUIREMENT

A “submission” as used in 37 CFR 1.114 includes,
but is not limited to, an information disclosure state-
ment, an amendment to the written description,
claims, or drawings, new arguments, or new evidence
in support of patentability. See 37 CFR 1.114(c). ** If
a reply to an Office action under 35 U.S.C. 132 is out-
standing, the submission must meet the reply require-
ments of 37 CFR 1.111. See 37 CFR 1.114(c). Thus,
an applicant may file a submission under 37 CFR
1.114 containing only an information disclosure state-
ment (37 CFR 1.97 and 1.98) in an application subject
to a notice of allowance under 35 U.S.C. 151 **>, but
not in an application where the last Office action is a
final rejection or an Office action under Ex parte
Quayle, 25 USPQ 74, 453 O.G. 213 (Comm’r Pat.
1935), or in an application that is under appeal. A
request for a suspension of action, an< appeal brief or
a reply brief (or related papers) will not be considered
a submission under 37 CFR 1.114. See 37 CFR
>1.103 and< 1.114(d). The submission, however, may
consist of the arguments in a previously filed appeal
brief or reply brief, or may simply consist of a state-
ment that incorporates by reference the arguments in a
previously filed appeal brief or reply brief. In addi-
tion, a previously filed amendment after final
(whether or not entered) may satisfy this submission
requirement.

Arguments submitted after final rejection, which
were entered by the examiner but not found persua-
sive, may satisfy the submission requirement if such
arguments are responsive within the meaning of 37
CFR 1.111 to the Office action. Consideration of
whether any submission is responsive within the
meaning of 37 CFR 1.111 to the last outstanding
Office action is done without factoring in the “final”
status of such outstanding Office action. Thus, a reply
which might not be acceptable as a reply under
37 CFR 1.113 when the application is under a final
rejection may be acceptable as a reply under 37 CFR
1.111.
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Status of the Application

The Submission:

For More Information

After Final

Must include a reply under 37
CFR 1.111 to the final rejection
(e.g., an amendment filed with the
RCE or a previously-filed after
final amendment).

See subsections V. and VI.

After Ex Parte Quayle action

Must include a reply to the Ex
Parte Quayle action.

See subsection IX.

After allowance

Includes, but not limited to, an
IDS, amendment, new arguments,
or new evidence.

See subsection IX.

After appeal

Must include a reply under 37
CFR 1.111 to the final rejection
(e.g., a statement that incorporates
by reference the arguments in a
previously filed appeal brief or
reply brief).

See subsections X., XI., and XII.
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III. INITIAL PROCESSING

An RCE will be initially processed by the Technol-
ogy Center (TC) assigned the application. Technical
support personnel in the TC will verify that:

(A) the RCE was filed on or after May 29, 2000;

(B) the application was filed on or after June 8,
1995;

(C) the application is a utility or plant application
(e.g., not a design application);

(D) the application was pending (i.e., not patented
or abandoned) when the RCE was filed;

(E) prosecution in the application is closed (e.g.,
the last Office action is a final rejection, notice of
allowance, or an Office action under Ex parte Quayle,
*#>25 USPQ 74, 453 O.G. 213 (Comm’r Pat. 1935)<,
or the application is under appeal);

(F) the RCE was filed before the payment of the
issue fee or, if not, a petition under 37 CFR 1.313 to
withdraw the application from issue was filed and
granted;

(G) the RCE was accompanied by the proper
fee(s) including the RCE fee under 37 CFR 1.17(e);
and

(H) the RCE included a submission as required by
37 CFR 1.114.

A.  Treatment of Improper RCE

If one or more conditions for filing an RCE have
not been satisfied, applicant will be so notified. Gen-
erally, a “Notice of Improper Request for Continued
Examination (RCE),” Form PTO-2051, will be
mailed to applicant. An improper RCE will not oper-
ate to toll the running of any time period set in the
previous Office action for reply to avoid abandonment
of the application.

If an examiner discovers that an improper RCE has
been forwarded to the examiner in error, the applica-
tion should be immediately returned to a head super-
visory legal instruments examiner (HSLIE) within the
TC.

1. Prosecution Is Not Closed

If prosecution in the application is not closed,
applicant will be notified of the improper RCE and
any amendment/reply will be entered. Thereafter, the
application will be forwarded to the examiner for con-
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sideration of the amendment/reply under 37 CFR
1.111.

2.  Application Is Under Appeal

If the application is under appeal and the RCE was
not accompanied by the fee set forth in 37 CFR
1.17(e) and/or a submission as required by 37 CFR
1.114, the application will be forwarded to the exam-
iner for appropriate treatment and applicant will be
notified of the improper RCE (See subsection X
below).

B.  Ambiguous Transmittal Paper

If an applicant files a transmittal paper that is
ambiguous as to whether it is a continued prosecution
application (CPA) under 37 CFR 1.53(d) or a request
for continued examination (RCE) under 37 CFR
1.114 (e.g., contains references to both an RCE and a
CPA), and the application is **>a plant or utility
application filed on or after June 8, 1995, the Office
will treat the transmittal paper as an RCE under 37
CFR 1.114 since effective July 14, 2003, CPA prac-
tice has been eliminated as to plant and utility applica-
tions. If an applicant files a transmittal paper that is
ambiguous as to whether it is a CPA or an RCE, and
the application is a design application, the Office will
treat the transmittal paper as a request for a CPA
under 37 CFR 1.53(d) since RCE practice does not
apply to design applications.< Other papers filed with
the transmittal paper (e.g., a preliminary amendment
or information disclosure statement) will not be taken
into account in determining whether a transmittal
paper is a CPA, or an RCE, or ambiguous as to
whether it is a CPA or an RCE. >If, however, appli-
cant files an unambiguous transmittal paper that is an
RCE in a design application, it will be treated as an
improper RCE and a “Notice of Improper Request for
Continued Examination (RCE),” Form PTO-2051,
will be mailed to the applicant. An RCE is not a type
of new application filing. Therefore, the Office cannot
convert an RCE (whether proper or improper) to a
new application such as a CPA under 37 CFR
1.53(d).<

C. Treatment of Conditional RCE

If a submission is accompanied by a “conditional”
RCE and payment of the RCE fee under 37 CFR
1.17(e) (i.e., an authorization to charge the 37 CFR
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1.17(e) fee to a deposit account in the event that the
submission would not otherwise be entered), the
Office will treat the “conditional” RCE and payment
as if an RCE and payment of the fee set forth in
37 CFR 1.17(e) had been filed.

D.  Treatment of Proper RCE

If the conditions for filing an RCE have been satis-
fied, the technical support personnel will process the
>proper< RCE. Any previously filed unentered
amendments, amendments filed with the RCE, and
any amendments filed prior to the mailing of the next
Office action (after the RCE) will normally be
entered. **>All< amendments filed as of the date the
RCE is filed are entered in the order in which they
were filed >in the absence of any specific instructions
for entry. For example, if applicant files an amend-
ment after final rejection which is denied entry by the
examiner and applicant subsequently files an RCE
with an amendment but the RCE is silent as to
whether or not the previously filed after-final amend-
ment should be entered, then the Office will enter
both amendments in the order in which they were
filed. If, however, applicant files an amendment after
final rejection which is denied entry by the examiner
and applicant subsequently files an RCE with an
amendment including specific instructions that the
previously filed after-final amendment is not to be
entered, then the Office will enter the amendment
filed with the RCE but will not enter the after-final
amendment<. If conflicting amendments have been
previously filed, applicant should clarify which
amendments should be entered upon filing the RCE
(and fee). Applicants are encouraged to file all
amendments no later than the filing of the RCE to
avoid disapproval of entry under 37 CFR 1.111(b).
See MPEP § 714.03(a). If additional time is needed to
prepare and file a supplement (e.g., affidavit or decla-
ration containing test data) to the previously filed sub-
mission, applicant should consider filing a suspension
of action by the Office under 37 CFR 1.103(c) with
the RCE. For more details on suspension of action,
see MPEP § 709.

After entry of any amendments and processing of
the fee(s), the application will be forwarded to the
examiner. **>Applicant< does not need to pay a fee
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for excess claims previously paid for prior to the fil-
ing of the RCE. Of course, new claims in excess of
the number previously paid for, which are filed with
the RCE or thereafter, will require payment of the
appropriate fees(s) under 37 CFR 1.16.

IV. IMPROPER CPA TREATED AS RCE

37 CFR 1.53(d)(1)* has been amended to provide
that CPA practice under 37 CFR 1.53(d) does not
apply to **>utility and plant applications. Effective
July 14, 2003, a CPA may only be filed if the prior
nonprovisional application is a design application that
is complete as defined by 37 CFR 1.51(b).<

In the event that an applicant files a request for a
CPA >(on or after July 14, 2003)< of a utility or plant
application that was filed on or after **>June 8,
1995<, the Office will automatically treat the
improper CPA as an RCE of the prior application
(identified in the request for CPA) under 37 CFR
1.114. If the CPA does not satisfy the requirements of
37 CFR 1.114 to be a proper RCE (e.g., lacks a sub-
mission under 37 CFR 1.114(b), or is not accompa-
nied by the fee set forth in 37 CFR 1.17(e)), the
improper CPA will * be treated as an >improper<
RCE **, and the time period set in the last Office
action (or notice of allowance) will continue to run. If
the time period (considering any available extension
under 37 CFR 1.136(a)) has expired, the applicant
will need to file a petition under 37 CFR 1.137 (with
the lacking submission under 37 CFR 1.114(b) or fee
set forth in 37 CFR 1.17(e)) to revive the abandoned
application.

**>Effective July 14, 2003, the Office will not con-
vert an improper CPA into an application under
37 CFR 1.53(b) simply because it is requested by the
applicant. The Office will convert an improper CPA
into an application under 37 CFR 1.53(b) only if the
applicant shows that there are extenuating circum-
stances that warrant the burdensome process of con-
verting a CPA into an application under 37 CFR
1.53(b) (e.g., restoring the application to pending sta-
tus and correcting the improper RCE is not possible
because the application has issued as a patent).<

Form paragraph 7.42.15 should be used by the
examiner to inform applicant that a CPA is being
treated as a RCE.
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q 7.42.15 Continued Prosecution Application Treated as
Continued Examination under 37 CFR 1.114

The request for a continued prosecution application (CPA)
under 37 CFR 1.53(d) filed on [1] is acknowledged. 37 CFR
1.53(d)(1) was amended to provide that a CPA must be for a
design patent and the prior application of the CPA must be a
design application that is complete as defined by 37 CFR 1.51(b).
See Elimination of Continued Prosecution Application Practice as
to Utility and Plant Patent Applications, final rule, 68 Fed. Reg.
32376 (May 30, 2003), 1271 Off. Gaz. Pat. Office 143 (June 24,
2003). Since a CPA of this application is not permitted under 37
CFR 1.53(d)(1), the improper request for a CPA is being treated
as a request for continued examination of this application under
37 CFR 1.114.

Examiner Note:

1. Use this form paragraph to advise the applicant that a CPA is
being treated as an RCE.

2. Also use form paragraph 7.42.04, 7.42.05, 7.42.06, or
7.42.07 as applicable, to acknowledge entry of applicant’s sub-
mission if the fee set forth in 37 CFR 1.17(e) has been timely paid.
3. If the fee set forth in 37 CFR 1.17(e) and/or a submission as
required by 37 CFR 1.114 is/are missing and the application is not
under appeal, a Notice of Improper Request for Continued Exami-
nation should be mailed. If the application is under appeal and the
fee set forth in 37 CFR 1.17(e) and/or submission is/are missing,
this form paragraph should be followed with one of form para-
graphs 7.42.10 - 7.42.14, as applicable.

<

V. AFTER FINAL REJECTION

If an applicant timely files an RCE with the fee set
forth in 37 CFR 1.17(e) and a submission >that meets
the reply requirements of 37 CFR 1.111<, the Office
will withdraw the finality of any Office action to
which a reply is outstanding and the submission will
be entered and considered. See 37 CFR 1.114(d).
**>The< submission meeting the reply requirements
of 37 CFR 1.111 must be timely received to continue
prosecution of an application. In other words, the
mere request for, and payment of the fee for, contin-
ued examination will not operate to toll the running of
any time period set in the previous Office action for
reply to avoid abandonment of the application.

*>Any submission that is an amendment must com-
ply with the manner of making amendments as set
forth in 37 CFR 1.121. See MPEP § 714.03. The
amendment must include markings showing the
changes relative to the last entered amendment. Even
though previously filed unentered amendments after
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final may satisfy the submission requirement under
37 CFR 1.114(c), applicants are encouraged to file an
amendment at the time of filing the RCE that incorpo-
rates all of the desired changes, including changes
presented in any previously filed unentered after final
amendments, accompanied by instructions not
to enter the unentered after final amendments. See
subsection VI for treatment of not fully responsive
submissions including noncompliant amendments.

If the RCE is proper, form< paragraph 7.42.04
should be used to notify applicant that the finality of
the previous Office action has been withdrawn.

g 7.42.04 Continued Examination under 37 CFR 1.114
after Final Rejection

A request for continued examination under 37 CFR 1.114,
including the fee set forth in 37 CFR 1.17(e), was filed in this
application after final rejection. Since this application is eligible
for continued examination under 37 CFR 1.114, and the fee set
forth in 37 CFR 1.17(e) has been timely paid, the finality of the
previous Office action has been withdrawn pursuant to 37 CFR
1.114. Applicant’s submission filed on [1] has been entered.

Examiner Note:

1. Use this form paragraph if a request for continued examina-
tion (RCE), including the fee set forth in 37 CFR 1.17(e) and a
submission, was filed after a final rejection.

2. In bracket 1, insert the date(s) of receipt of the submission.
The submission may be a previously filed amendment(s) after
final rejection and/or an amendment accompanying the RCE. As
set forth in 37 CFR 1.114, a submission may include an informa-
tion disclosure statement, an amendment to the written descrip-
tion, claims, or drawings, new arguments, or new evidence in
support of patentability. If a reply to the Office action is outstand-
ing the submission must meet the reply requirements of 37 CFR

1.111. Use instead form paragraph 7.42.08 if the submission does
not comply with 37 CFR 1.111. Arguments which were previ-
ously submitted in a reply after final rejection, which were entered
but not found persuasive, may be considered a submission under
37 CFR 1.114 if the arguments are responsive within the meaning
of 37 CFR 1.111 to the outstanding Office action. If the last sen-
tence of this form paragraph does not apply (e.g., the submission
consists of previously entered arguments), it may be deleted or
modified as necessary.

3. To be eligible for continued examination under 37 CFR

1.114, the application must be a utility or plant application filed
under 35 U.S.C. 111(a) on or after June 8, 1995, or an interna-
tional application filed under 35 U.S.C. 363 on or after June 8,
1995. The RCE must be filed on or after May 29, 2000.

VI. NOT FULLY RESPONSIVE SUBMISSION

If reply to a final Office action is outstanding and
the submission is not fully responsive to the final
Office action, then it must be a bona fide attempt to
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provide a complete reply to the final Office action in
order for the RCE to toll the period for reply.

>If the submission is not a bona fide attempt to pro-
vide a complete reply, the RCE should be treated as
an improper RCE. Thus, a “Notice of Improper
Request for Continued Examination (RCE),” Form
PTO-2051, should be prepared by the technical sup-
port personnel and mailed to the applicant indicating
that the request was not accompanied by a submission
complying with the requirements of 37 CFR 1.111
(see 37 CFR 1.114(c)). The RCE will not toll the
period for reply and the application will be abandoned
after the expiration of the statutory period for reply if
no submission complying with 37 CFR 1.111 is filed.
For example, if a reply to a final Office action is out-
standing and the submission only includes an infor-
mation disclosure statement (IDS), the submission
will not be considered a bona fide attempt to provide a
complete reply to the final Office action and the
period for reply will not be tolled. Similarly, an
amendment that would cancel all of the claims in an
application and does not present any new or substitute
claims is not a bona fide attempt to advance the appli-
cation to final action. The Office will not enter such
an amendment. See Exxon Corp. v. Phillips Petro-
leum Co., 265 F.3d 1249, 60 USPQ2d 1368 (Fed. Cir.
2001).<

If the submission is a bona fide attempt to provide a
complete reply, applicant should be informed that the
submission is not fully responsive to the final Office
action, along with the reasons why, and given a new
shortened statutory period of one month or thirty days
(whichever is longer) to complete the reply. See
37 CFR 1.135(c). Form paragraph 7.42.08 set forth
below should be used.

**>Situations where a submission is not a fully
responsive submission, but is a bona fide attempt to
provide a complete reply are:

(A) Non-compliant amendment - An RCE filed
with a submission which is an amendment that is not
in compliance with 37 CFR 1.121, but which is a
bona fide attempt to provide a complete reply to the
last Office action, should be treated as a proper RCE
and a Notice of Noncompliant Amendment should be
mailed to the applicant. Applicant is given a time
period of one month or thirty days from the mailing
date of the notice, whichever is longer, to provide an
amendment complying with 37 CFR 1.121. See
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MPEP § 714.03 for information on the amendment
practice under 37 CFR 1.121.

(B) Presentation of claims for different invention
- Applicants cannot file an RCE to obtain continued
examination on the basis of claims that are indepen-
dent and distinct from the claims previously claimed
and examined as a matter of right (i.e., applicant can-
not switch inventions). See 37 CFR 1.145. If an RCE
is filed with an amendment canceling all claims
drawn to the elected invention and presenting only
claims drawn to a nonelected invention, the RCE
should be treated as a proper RCE but the amendment
should not be entered. The amendment is not fully
responsive and applicant should be given a time
period of one month or thirty days (whichever is
longer) to submit a complete reply. See MPEP
§ 821.03. Form paragraphs 8.04 or 8.26 should be
used as appropriate.<

q 7.42.08 Request For Continued Examination With
Submission Filed Under 37 CFR 1.114 Which is Not Fully
Responsive

Receipt is acknowledged of a request for continued examina-
tion under 37 CFR 1.114, including the fee set forth in 37 CFR
1.17(e) and a submission, filed on [1]. The submission, however,
is not fully responsive to the prior Office action because [2]. Since
the submission appears to be a bona fide attempt to provide a
complete reply to the prior Office action, applicant is given a
shortened statutory period of ONE MONTH or THIRTY DAYS
from the mailing date of this letter, whichever is longer, to submit
a complete reply. This shortened statutory period for reply super-
sedes the time period set in the prior Office action. This time
period may be extended pursuant to 37 CFR 1.136(a).

Examiner Note:

1. Use this form paragraph to acknowledge an RCE filed with
the fee and a submission where the submission is not fully respon-
sive to the prior Office action. This form paragraph may be used
for any RCE filed with a submission which is not fully responsive,
i.e., an RCE filed after final rejection, after allowance, after an
Office action under Ex parte Quayle, 25 USPQ 74, 453 O.G. 213
(Comm’r Pat. 1935), or after appeal.

2. Inbracket 2, identify the reasons why the examiner considers
the submission not to be fully responsive.
3. To be eligible for continued examination under 37 CFR

1.114, the application must be a utility or plant application filed
under 35 U.S.C. 111(a) on or after June 8, 1995, or an interna-
tional application filed under 35 U.S.C. 363 on or after June 8§,
1995. The RCE must be filed on or after May 29, 2000.

VII. NEW MATTER

35 U.S.C. 132(a) provides that “[nJo amendment
shall introduce new matter into the disclosure of the
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invention.” Any amendment entered pursuant to
37 CFR 1.114 that is determined to contain new mat-
ter should be treated in the same manner that a reply
under 37 CFR 1.111 determined to contain new mat-
ter is currently treated. See MPEP § 706.03(0). In
those instances in which an applicant seeks to add
new matter to the disclosure of an application, the
procedure in 37 CFR 1.114 is not available, and the
applicant must file a continuation-in-part application
under 37 CFR 1.53(b) containing such new matter. **

VIII. FIRST ACTION FINAL AFTER FILING
AN RCE

The action immediately subsequent to the filing of
an RCE with a submission and fee under 37 CFR
1.114 may be made final only if the conditions set
forth in MPEP § 706.07(b) for making a first action
final in a continuing application are met.

Form paragraph 7.42.09 should be used if it is
appropriate to make the first action after the filing of
the RCE final.

q 7.42.09 Action Is Final, First Action Following Request
for Continued Examination under 37 CFR 1.114

All claims are drawn to the same invention claimed in the
application prior to the entry of the submission under 37 CFR
1.114 and could have been finally rejected on the grounds and art
of record in the next Office action if they had been entered in the
application prior to entry under 37 CFR 1.114. Accordingly,
THIS ACTION IS MADE FINAL even though it is a first action
after the filing of a request for continued examination and the sub-
mission under 37 CFR 1.114. See MPEP § 706.07(b). Applicant is
reminded of the extension of time policy as set forth in 37 CFR
1.136(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat-
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period for
reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:

This form paragraph is for a first action final rejection follow-
ing a Request for Continued Examination filed under 37 CFR
1.114.
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IX. AFTER ALLOWANCE OR QUAYLE AC-
TION

The phrase “withdraw the finality of any Office
action” in 37 CFR 1.114(d) includes the withdrawal
of the finality of a final rejection, as well as the clos-
ing of prosecution by an Office action under Ex parte
Quayle, *¥>25 USPQ 74, 453 O.G. 213 (Comm’r Pat.
1935)<, or notice of allowance under 35 U.S.C. 151
(or notice of allowability). Therefore, if an applicant
files an RCE with the fee set forth in 37 CFR 1.17(e)
and a submission in an application which has been
allowed, prosecution will be reopened. If the issue fee
has been paid, however, payment of the fee for an
RCE and a submission without a petition under
37 CFR 1.313 to withdraw the application from issue
will not avoid issuance of the application as a patent.
If an RCE (with the fee and a submission) is filed in
an allowed application prior to payment of the issue
fee, a petition under 37 CFR 1.313 to withdraw the
application from issue is not required.

If an RCE >complying with the requirements of
37 CFR 1.114< is filed in an allowed application after
the issue fee has been paid and a petition under
37 CFR 1.313 is also filed and granted, ** prosecu-
tion *>will be< reopened**>. Applicant< may not
obtain a refund of the issue fee. If, however, the appli-
cation is subsequently allowed, **>the Notice of
Allowance will reflect an issue fee amount that is due
that is the difference between the current issue fee
amount and the issue fee that was previously paid<.

Form paragraph 7.42.05 should be used to notify
applicant that prosecution has been reopened.

g 7.42.05 Continued Examination Under 37 CFR 1.114
After Allowance or Quayle Action

A request for continued examination under 37 CFR 1.114,
including the fee set forth in 37 CFR 1.17(e), was filed in this
application after allowance or after an Office action under Ex
Parte Quayle, 25 USPQ 74, 453 O.G. 213 (Comm’r Pat. 1935).
Since this application is eligible for continued examination under
37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been
timely paid, prosecution in this application has been reopened
pursuant to 37 CFR 1.114. Applicant’s submission filed on [1] has
been entered.

Examiner Note:

1. Use this form paragraph if a request for continued examina-
tion (RCE), including the fee set forth in 37 CFR 1.17(e) and a
submission, was filed after a notice of allowance (or notice of
allowability) or Office action under Ex parte Quayle, 25 USPQ
74,453 0.G. 213 (Comm’r Pat. 1935).
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2. Inbracket 1 insert the date(s) of receipt of the submission. As
set forth in 37 CFR 1.114, a submission may include an informa-
tion disclosure statement, an amendment to the written descrip-
tion, claims, or drawings, new arguments, or new evidence in
support of patentability.

3. To be eligible for continued examination under 37 CFR
1.114, the application must be a utility or plant application filed
under 35 U.S.C. 111(a) on or after June 8, 1995, or an interna-
tional application filed under 35 U.S.C. 363 on or after June 8,
1995. The RCE must be filed on or after May 29, 2000.

4. If the RCE was filed after the issue fee was paid, a petition
under 37 CFR 1.313 to withdraw the application from issue must
have been filed and granted.

X. AFTER APPEAL BUT BEFORE DECI-
SION BY THE BOARD

If an applicant files an RCE under 37 CFR 1.114
after the filing of a Notice of Appeal to the Board of
Patent Appeals and Interferences >(Board)<, but prior
to a decision on the appeal, it will be treated as a
request to withdraw the appeal and to reopen prosecu-
tion of the application before the examiner**, regard-
less of whether the **>RCE is proper or improper.
See 37 CFR 1.114(d). The Office will withdraw the
appeal upon the filing of an RCE.< Applicants should
advise the Board ** when an RCE under 37 CFR
1.114 is filed in an application containing an appeal
awaiting decision. Otherwise, the Board of Patent
Appeals and Interferences may refuse to vacate a
decision rendered after the filing (but before the rec-
ognition by the Office) of an RCE under 37 CFR
1.114.

*>
A.  Proper RCE

If the RCE is accompanied by a fee (37 CFR
1.17(e)) and a submission that includes a reply which
is responsive within the meaning of 37 CFR 1.111 to
the last outstanding Office action, the Office will
withdraw the finality of the last Office action and the
submission will be entered and considered. If the sub-
mission is not fully responsive to the last outstanding
Office action but is considered to be a bona fide
attempt to provide a complete reply, applicant will be
notified that the submission is not fully responsive,
along with the reasons why, and will be given a new
time period to complete the reply (using form para-
graph 7.42.08). See 37 CFR 1.135(c) and subsection
VL
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If the RCE is proper, form< paragraph 7.42.06
should be used to notify applicant that the appeal has

been withdrawn and prosecution has been reopened.
Fks

q 7.42.06 Continued Examination Under 37 CFR 1.114
After Appeal But Before A Board Decision

A request for continued examination under 37 CFR 1.114 was
filed in this application after appeal to the Board of Patent
Appeals and Interferences, but prior to a decision on the appeal.
Since this application is eligible for continued examination under
37 CFR 1.114 and the fee set forth in 37 CFR 1.17(e) has been
timely paid, the appeal has been withdrawn pursuant to 37 CFR

1.114 and prosecution in this application has been reopened pur-
suant to 37 CFR 1.114. Applicant’s submission filed on [1] has
been entered.

Examiner Note:

1. Use this form paragraph if a request for continued examina-
tion (RCE), including the fee set forth in 37 CFR 1.17(e) and a
submission, was filed after a Notice of Appeal or an appeal brief,
but there has not been a decision on the appeal. Note that it is not
necessary for an appeal brief to have been filed.

2. As set forth in 37 CFR 1.114, a submission may include an
information disclosure statement, an amendment to the written
description, claims, or drawings, new arguments, or new evidence
in support of patentability. The submission may consist of argu-
ments in a previously filed appeal brief or reply brief, or an incor-
poration of such arguments in the transmittal letter or other paper
accompanying the RCE.

3. To be eligible for continued examination under 37 CFR

1.114, the application must be a utility or plant application filed
under 35 U.S.C. 111(a) on or after June 8, 1995, or an interna-
tional application filed under 35 U.S.C. 363 on or after June 8§,
1995. The RCE must be filed on or after May 29, 2000.

B.  Improper RCE

The appeal will be withdrawn even if the RCE is
improper. If an RCE is filed in an application after
appeal to the Board but the request does not include
the fee required by 37 CFR 1.17(e) or the submission
required by 37 CFR 1.114, or both, the examiner
should treat the request as an improper RCE and with-
draw the appeal pursuant to 37 CFR 1.114(d). If the
submission is not considered to be a bona fide attempt
to provide a complete reply to the last outstanding
Office action (e.g., an IDS only), the submission will
be treated as an improper submission or no submis-
sion at all under 37 CFR 1.114(c) (thus the request is
an improper RCE). See subsection VI.

Upon withdrawal of the appeal, the application
will be treated in accordance with MPEP § 1215.01
based on whether there are any allowed claims or
not.< The proceedings as to the rejected claims are
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considered terminated. Therefore, if no claim is
allowed, the application is abandoned. >Claims which
are allowable except for their dependency from
rejected claims will be treated as if they were
rejected.< See MPEP § 1215.01. If there is at least one
allowed claim, the application should be passed to
issue on the allowed claim(s). If there is at least one
allowed claim but formal matters are outstanding,
applicant should be given a shortened statutory period
of one month or thirty days (whichever is longer) in
which to correct the formal matters. Form paragraphs
7.42.10-7.42.14 should be used as appropriate.

q 7.42.10 Application On Appeal, Request For Continued
Examination Under 37 CFR 1.114 Without Submission/
Fee; No Claims Allowed

A request for continued examination under 37 CFR 1.114 was
filed in this application on [1] after appeal to the Board of Patent
Appeals and Interferences. Therefore, the appeal has been with-
drawn pursuant to 37 CFR 1.114. The request, however, lacks the
fee required by 37 CFR 1.17(e) and/or the submission required by
37 CFR 1.114. Since the proceedings as to the rejected claims are
considered terminated, and no claim is allowed, the application is
abandoned. See MPEP 1215.01.

Examiner Note:

1. If a request for continued examination was filed after a
Notice of Appeal or after an appeal brief, but before a decision on
the appeal, and the request lacks the fee set forth in 37 CFR
1.17(e) or a submission or both, use this form paragraph to with-
draw the appeal and hold the application abandoned if there are no
allowed claims.

2. To be eligible for continued examination under 37 CFR

1.114, the application must be a utility or plant application filed
under 35 U.S.C. 111(a) on or after June 8, 1995, or an interna-
tional application filed under 35 U.S.C. 363 on or after June 8§,
1995. The RCE must be filed on or after May 29, 2000.

q 7.42.11 Application On Appeal, Request For Continued
Examination Under 37 CFR 1.114 Without Submission;
Claim Allowed

A request for continued examination under 37 CFR 1.114,
including the fee set forth in 37 CFR 1.17(e), was filed in this
application on [1] after appeal to the Board of Patent Appeals and
Interferences. Therefore, the appeal has been withdrawn pursuant
to 37 CFR 1.114. The request, however, lacks the submission
required by 37 CFR 1.114. Since the proceedings as to the
rejected claims are considered terminated, the application will be
passed to issue on allowed claim[2] . Claim[3] been canceled. See
MPEP § 1215.01.

Examiner Note:

1. If arequest for continued examination, including the fee, was
filed after a Notice of Appeal or after an appeal brief but before a
decision on the appeal, and the request lacks the required submis-
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sion, use this form paragraph to withdraw the appeal and pass the
application to issue on the allowed claims.

2. Inbracket 3, insert the claim number(s) of the claim(s) which
has/have been canceled followed by either --has-- or --have--.
Claims which have been indicated as containing allowable subject
matter but are objected to as being dependent upon a rejected
claim are to be considered as if they were rejected and therefore
are to be canceled along with the rejected claims. See MPEP §
1215.01.

3. This form paragraph should be used with the mailing of a
Notice of Allowability.

4. To be eligible for continued examination under 37 CFR
1.114, the application must be a utility or plant application filed
under 35 U.S.C. 111(a) on or after June 8, 1995, or an interna-
tional application filed under 35 U.S.C. 363 on or after June 8,
1995. The RCE must be filed on or after May 29, 2000.

q 7.42.12 Application on Appeal, Request for Continued
Examination under 37 CFR 1.114 Without Submission;
Claim Allowed with Formal Matters Outstanding

A request for continued examination under 37 CFR 1.114,
including the fee set forth in 37 CFR 1.17(e), was filed in this
application on [1] after appeal to the Board of Patent Appeals and
Interferences. Therefore, the appeal has been withdrawn pursuant
to 37 CFR 1.114. The request, however, lacks the submission
required by 37 CFR 1.114. The proceedings as to the rejected
claims are consi