Appendix R Patent Rules

Title 37 - Code of Federal Regulations
Patents, Trademarks, and Copyrights

CHAPTER |—
SUBCHAPTER A — GENERAL

PATENTS

Part

1 rulesof practicein patent cases

3 assignment, recording and rights of assignee

4 complaints regarding invention promoters

5 secrecy of certain inventions and licenses to export and file
applicationsin foreign countries

Index | rulesrelating to patents

PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

Part

10 representation of others before the patent and trademark
office

11 representation of others before the united states patent and
trademark office

15 [reserved]

15a [reserved]

41 practice before the board of patent appeals and
interferences

Index Il rulesrelating to representation of others before the
united states patent and trademark office

SUBCHAPTER B —ADMINISTRATION

Part
102 disclosure of government information
104 lega processes

SUBCHAPTER C — PROTECTION OF
FOREIGN MASK WORKS

Part
150 requestsfor presidential proclamations pursuant to 17
u.s.c. 902(a)(2)

GENERAL

PART 1 RULESOF PRACTICE IN PATENT
CASES

Subpart A - General Provisions

GENERAL INFORMATION AND
CORRESPONDENCE

1.1 Addressesfor non-trademark correspondence with
the United States Patent and Trademark Office.

1.2 Businessto be transacted in writing.

1.3 Businessto be conducted with decorum and
courtesy.

1.4 Nature of correspondence and signature
regquirements.

1.5 Identification of patent, patent application, or
patent-related proceeding.

1.6 Receipt of correspondence.

1.7 Timesfor taking action; Expiration on Saturday,
Sunday or Federal holiday.

1.8 Certificate of mailing or transmission.

1.9 Definitions.

1.10 Filing of correspondence by “Express Mail.”

RECORDSAND FILES OF THE PATENT AND
TRADEMARK OFFICE

1.11 Filesopen to the public.

1.12 Assignment records open to public inspection.
1.13 Copies and certified copies.

1.14 Patent applications preserved in confidence.
1.15 [Reserved]

FEESAND PAYMENT OF MONEY

1.16 National application filing, search, and examination

fees.
1.17 Patent application and reexamination processing
fees.

1.18 Patent post alowance (including issue) fees.

1.19 Document supply fees.

1.20 Post issuance fees.

1.21 Miscellaneous fees and charges.

1.22 Fees payablein advance.

1.23 Methods of payment.

1.24 [Reserved]

1.25 Deposit accounts.

1.26 Refunds.

1.27 Déefinition of small entities and establishing status
asasmall entity to permit payment of small entity
fees; when a determination of entitlement to small
entity status and notification of loss of entitlement
to small entity status are required; fraud on the
Office.

1.28 Refundswhen small entity statusis later
established; how errorsin small entity status are
excused.
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Subpart B - National Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY ORAGENT

131

1.32
1.33

134
1.36

141
142
1.43
144
1.45
1.46
147

1.48

151
1.52

1.53

1.54

1.55
1.56

157
1.58
1.59

1.60
161
1.62

1.63
164
1.66
1.67
1.68
1.69

Applicant may be represented by one or more patent
practitioners or joint inventors.

Power of attorney.

Correspondence respecting patent applications,
reexamination proceedings, and other proceedings.
Acting in arepresentative capacity.

Revocation of power of attorney; withdrawal of
patent attorney or agent.

WHO MAY APPLY FORA PATENT

Applicant for patent.

When the inventor is dead.

When theinventor isinsane or legally incapacitated.
[Reserved]

Joint inventors.

Assigned inventions and patents.

Filing when an inventor refuses to sign or cannot
be reached.

Caorrection of inventorship in a patent application,
other than areissue application, pursuant to 35
U.S.C. 116.

THE APPLICATION

General requisites of an application.

Language, paper, writing, margins, compact disc
specifications.

Application number, filing date, and compl etion of
application.

Parts of application to be filed together; filing
receipt.

Claim for foreign priority.

Duty to disclose information material to
patentability.

Incorporation by reference.

Chemical and mathematical formulae and tables.
Expungement of information or copy of papersin
application file.

[Reserved]

[Reserved]

[Reserved]

OATH OR DECLARATION

Oath or declaration.

Person making oath or declaration.
Officers authorized to administer oaths.
Supplemental oath or declaration.
Declaration in lieu of oath.

Foreign language oaths and declarations.
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1.70

171

172
173
174
175
176
177
178

179

181
1.83
184
1.85
1.88

191

1.92
1.93
1.94
1.95
1.96

[Reserved]
SPECIFICATION

Detailed description and specification of the
invention.

Title and abstract.

Summary of theinvention.

Reference to drawings.

Claim(s).

Application data sheet.

Arrangement of application elements.
Claiming benefit of earlier filing date and
cross-references to other applications.
Reservation clauses not permitted.

THE DRAWINGS

Drawings required in patent application.
Content of drawing.

Standards for drawings.

Corrections to drawings.

[Reserved]

MODELS, EXHIBITS, SPECIMENS

Models or exhibits not generally admitted as part
of application or patent.

[Reserved]

Specimens.

Return of models, exhibits or specimens.

Copies of exhibits.

Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT

197
1.98
1.99

1101
1102
1103
114
1106
1106
1107
1108
1100
1110

Filing of information disclosure statement.
Content of information disclosure statement.
Third-party submission in published application.

EXAMINATION OF APPLICATIONS

[Reserved]

Advancement of examination.
Suspension of action by the Office.
Nature of examination.
Requirements for information.
[Reserved]

[Reserved]

[Reserved]

[Reserved]

Inventorship and date of invention of the subject
matter of individual claims.

ACTION BY APPLICANT AND FURTHER

CONSIDERATION



1m

112
113
1n4

115
116

117
118
119
112
112
1123
1124
1125
1126
1127

1129

MANUAL OF PATENT EXAMINING PROCEDURE

Reply by applicant or patent owner to a non-final
Office action.

Reconsideration before fina action.

Final rejection or action.

Request for continued examination.

AMENDMENTS

Preliminary amendments.

Amendments and affidavits or other evidence after
final action and prior to appeal.

[Reserved]

[Reserved]

[Reserved]

Manner of making amendments in applications.
[Reserved]

[Reserved]

[Reserved]

Substitute specification.

Numbering of claims.

Petition from refusal to admit amendment.

TRANSITIONAL PROVISIONS

Transitional procedures for limited examination
after final rejection and restriction practice.

AFFIDAVITS OVERCOMING REJECTIONS

1130

113
11

1133

1134
1135

11%6
1137

1138
1130

1141
1142
1143
1144

Affidavit or declaration to disgqualify commonly
owned patent or published application as prior art.
Affidavit or declaration of prior invention.
Affidavits or declarations traversing rejections or
objections.

INTERVIEWS
Interviews.

TIME FOR REPLY BY APPLICANT;
ABANDONMENT OF APPLICATION

Time period for reply to an Office action.
Abandonment for failure to reply within time
period.

Extensions of time.

Revival of abandoned application, terminated or
limited reexamination prosecution, or lapsed patent.
Express abandonment.

[Reserved]

JOINDER OF INVENTIONS IN ONE
APPLICATION; RESTRICTION

Different inventions in one national application.
Requirement for restriction.

Reconsideration of requirement.

Petition from requirement for restriction.

1145 Subsequent presentation of claims for different
invention.

1146 Election of species.

DESIGN PATENTS

1151 Rules applicable.

112 Design drawings.

1153 Title, description and claim, oath or declaration.

1154 Arrangement of application elementsin adesign
application.

11% Expedited examination of design applications.

PLANT PATENTS

1161 Rules applicable.

1162 Applicant, oath or declaration.

1163 Specification and arrangement of application
elementsin aplant application.

Claim.

Plant Drawings.

Specimens.

Examination.

1164
1166
1165
1167

REISSUES

1171 Application for reissue.

1172 Applicants, assignees.

1173 Reissue specification, drawings, and amendments.
1174 [Reserved]

1175 Reissue oath or declaration.

1176 Examination of reissue.

1177 Issuance of multiple reissue patents.

1178 Original patent; continuing duty of applicant.
110 [Reserved]

PETITIONSAND ACTION BY THE DIRECTOR

1181 Petition to the Director.

118 Questions not specifically provided for.
1183 Suspension of rules.

113 [Reserved]

APPEAL TO THE BOARD OF PATENT
APPEALSAND INTERFERENCES

1191 Apped to Board of Patent Appealsand
Interferences.

11? [Reserved]

1198 [Reserved]

1A [Reserved]

11% [Reserved]

1196 [Reserved]

1197 Termination of proceedings.

1198 Reopening after afina decision of the Board of
Patent Appeals and Interferences.
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PUBLICATION OF APPLICATIONS

Publication of applications.

Nonpublication request.

Patent application publication.

Publication of aredacted copy of an application.
Early publication.

Voluntary publication or republication of patent
application publication.

MISCELLANEOUS PROVISIONS

1248 Service of papers; manner of service; proof of
service in cases other than interferences.
1251 Unlocatablefile.

125 [Removed]
PROTESTSAND PUBLIC USE PROCEEDINGS

129
12p
1238
129

Protests by the public against pending applications.
Public use proceedings.

Statutory invention registration.

Examination of request for publication of astatutory
invention registration and patent application to
which the request is directed.

Review of decision finally refusing to publish a
statutory invention registration.

Withdrawal of request for publication of statutory
invention registration.

Publication of statutory invention registration.

12%6
12%

1297

REVIEW OF PATENT AND TRADEMARK
OFFICE DECISIONS BY COURT

1301 Appeal to U.S. Court of Appeals for the Federal
Circuit.

13®? Notice of appeal.

138 Civil action under 35 U.S.C. 145, 146, 306.

134 Timefor appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT

Notice of Allowance.

Amendments after allowance.

Withdrawal from issue.

Issuance of patent.

Delivery of patent.

Application abandoned for failure to pay issue fee.
L apsed patents; delayed payment of balance of issue
fee.

[Reserved]

DISCLAIMER

Statutory disclaimers, including terminal
disclaimers.
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CORRECTION OF ERRORS IN PATENT

132
133
134

Certificate of correction of Office mistake.
Certificate of correction of applicant’s mistake.
Correction of inventorship in patent, pursuant to 35
U.S.C. 256.

135 Other mistakes not corrected.

ARBITRATION AWARDS

1331
132
133
134
135

[Reserved]
[Reserved]
[Reserved]
[Reserved]
Filing of notice of arbitration awards.

AMENDMENT OF RULES

Amendmentsto rules will be published.
[Reserved]

MAINTENANCE FEES

12
133
136
1377

Time for payment of maintenance fees.

Fee address for maintenance fee purposes.
Submission of maintenance fees.

Review of decision refusing to accept and record
payment of a maintenance fee filed prior to
expiration of patent.

Acceptance of delayed payment of maintenancefee
in expired patent to reinstate patent.

1378

Subpart C - International Processing Provisions

GENERAL INFORMATION

1401 Definitions of terms under the Patent Cooperation
Treaty.

The United States Receiving Office.

The United States International Searching
Authority.

The United States Patent and Trademark Office as
a Designated Office or Elected Office.

The International Bureau.

The United States International Preliminary
Examining Authority.

Submission of trandation of international
publication.

Display of currently valid control number under the
Paperwork Reduction Act.

1412
1413

1414

1415
1416

1417
1419

WHO MAY FILEAN INTERNATIONAL
APPLICATION

141 Applicant for international application.
142 When the inventor is dead.



1423
1424
145

1431
142

1433
1434
1435
1436

1437
1438

1445

1446

1451

142

14%

1461

1466

1468

141

1472

14755

1476

MANUAL OF PATENT EXAMINING PROCEDURE

When theinventor isinsane or legally incapacitated.
[Reserved]
[Reserved]

THE INTERNATIONAL APPLICATION

International application requirements.
Designation of States by filing an international
application.

Physical requirements of international application.
The request.

The description.

The claims.

The drawings.

The abstract.

FEES

International application filing, processing and
search fees.

Refund of international application filing and
processing fees.

PRIORITY

The priority claim and priority document in an
international application.
Restoration of right of priority.

REPRESENTATION
Representation in international applications.
TRANSMITTAL OF RECORD COPY

Procedures for transmittal of record copy to the
International Bureau.

TIMING

Timing of application processing based on the
priority date.
Delays in meeting time limits.

AMENDMENTS

Corrections and amendments during international
processing.

Changes in person, name, or address of applicants
and inventors.

UNITY OF INVENTION

Unity of invention before the I nternational
Searching Authority, the International Preliminary
Examining Authority and during the national stage.
Determination of unity of invention before the
International Searching Authority.
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1477 Protest to lack of unity of invention before the
International Searching Authority.

INTERNATIONAL PRELIMINARY
EXAMINATION

1480 Demand for international preliminary examination.

1481 Payment of international preliminary examination
fees.

148 International preliminary examination fees.

1484 Conduct of international preliminary examination.

148 Amendments by applicant during international
preliminary examination.

1483 Determination of unity of invention before the
International Preliminary Examining Authority.

1489 Protest to lack of unity of invention before the
International Preliminary Examining Authority.

NATIONAL STAGE

1491 National stage commencement and entry.

142 National stage fees.

149 [Reserved]

14% Entering the national stage in the United States of
America

149%6 Examination of international applicationsin the
national stage.

1497 Oath or declaration under 35 U.S.C. 371(c)(4).

1499 Unity of invention during the nationa stage.

Subpart D - Ex Parte Reexamination of Patents

CITATION OF PRIOR ART

1501 Citation of prior art in patent files.
152 Processing of prior art citations during an ex parte
reexamination proceeding.

REQUEST FOR EX PARTE REEXAMINATION

1510 Request for ex parte reexamination.

1515 Determination of the request for ex parte
reexamination.

150 EXx parte reexamination at the initiative of the
Director.

EX PARTE REEXAMINATION

15% Order for ex parte reexamination.

1530 Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex
parte or inter partes reexamination; inventorship
change in ex parte or inter partes reexamination.

155 Reply by third party requester in ex parte
reexamination.

1540 Consideration of responsesin ex parte
reexamination.
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150 Conduct of ex parte reexamination proceedings.

192 Scope of reexamination in ex parte reexamination
proceedings.

156 Information material to patentability in ex parte
reexamination and inter partes reexamination
proceedings.

150 Interviewsin ex parte reexamination proceedings.

156 Concurrent office proceedingswhichinclude an ex
parte reexamination proceeding.

CERTIFICATE

15/ Issuance and publication of ex parte reexamination
certificate concludes ex parte reexamination
proceeding.

Subpart E - [Reserved]

Subpart F - Adjustment and Extension of Patent Term

ADJUSTMENT OF PATENT TERM DUE TO
EXAMINATION DELAY

1701 Extension of patent term due to examination delay
under the Uruguay Round AgreementsAct (original
applications, other than designs, filed on or after
June 8, 1995, and before May 29, 2000).

172 Groundsfor adjustment of patent term dueto
examination delay under the Patent Term Guarantee
Act of 1999 (original applications, other than
designs, filed on or after May 29, 2000).

1703 Period of adjustment of patent term due to
examination delay.

174 Reduction of period of adjustment of patent term.

176 Patent term adjustment determination.

EXTENSION OF PATENT TERM DUE TO
REGULATORY REVIEW

1710 Patents subject to extension of the patent term.

1720 Conditions for extension of patent term.

1730 Applicant for extension of patent term; signature
requirements.

1740 Formal requirements for application for extension
of patent term; correction of informalities.

1741 Complete application given afiling date; petition
procedure.

170 Determination of eligibility for extension of patent
term.

170 Interim extension of patent term under 35 U.S.C.
156(e)(2).

176 Duty of disclosurein patent term extension
proceedings.

1770 Expresswithdrawal of application for extension of
patent term.
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175

1776

177

1778

170

1780

176

170

1™

Calculation of patent term extension for a human
drug, antibiotic drug, or human biological product.
Calculation of patent term extension for afood
additive or color additive.

Calculation of patent term extension for amedical
device.

Calculation of patent term extension for an animal
drug product.

Calculation of patent term extensionfor aveterinary
biological product.

Certificate or order of extension of patent term.
Multiple applications for extension of term of the
same patent or of different patents for the same
regulatory review period for a product.

Interim extension of patent term under 35 U.S.C.
156(d)(5).

Termination of interim extension granted prior to
regulatory approval of a product for commercial
marketing or use.

Subpart G - Biotechnology | nvention Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

1801
18®
181
184
18%B
1806
1807
188
181

Biological materia.

Need or opportunity to make a deposit.
Acceptable depository.

Time of making an original deposit.
Replacement or supplement of deposit.
Term of deposit.

Viability of deposit.

Furnishing of samples.

Examination procedures.

APPLICATION DISCLOSURES CONTAINING

13

182

1823

182

185

NUCLEOTIDE AND/ORAMINOACID

SEQUENCES

Nucleotide and/or amino acid sequence disclosures
in patent applications.

Symbolsand format to be used for nucleotide and/or
amino acid sequence data.

Requirements for nucleotide and/or amino acid
sequences as part of the application.

Form and format for nucleotide and/or amino acid
sequence submissions in computer readable form.
Amendmentsto or replacement of sequencelisting
and computer readable copy thereof.

Subpart H - Inter Partes Reexamination of Patents That
Issued From an Original Application Filed in the United

Stateson or After November 29, 1999

PRIOR ART CITATIONS
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192 Processing of prior art citations during an inter
partes reexamination proceeding.

REQUIREMENTS FOR INTER PARTES
REEXAMINATION PROCEEDINGS

19083 Service of paperson partiesin inter partes
reexamination.

Notice of inter partes reexamination in Official
Gazette.

Submission of papers by the public ininter partes
reexamination.

Scope of reexamination in inter partes
reexamination proceeding.

Inter partes reexamination prohibited.
Personseligibletofile, and timefor filing, arequest
for inter partes reexamination.

Content of request for inter partes reexamination.
Filing date of request for inter partes reexamination.
Examiner’s determination on the request for inter
partes reexamination.

Partial refund if request for inter partes
reexamination is not ordered.

Petition to review refusal to order inter partes
reexamination.

190
196
19%6

1907
1913

1915
1919
193

195

197

INTER PARTES REEXAMINATION OF
PATENTS

1981 Order for inter partes reexamination.

INFORMATION DISCLOSURE IN INTER
PARTES REEXAMINATION

1933 Patent owner duty of disclosure in inter partes
reexamination proceedings.

OFFICEACTIONSAND RESPONSES (BEFORE
THE EXAMINER) IN INTER PARTES
REEXAMINATION

195 Initial Office action usually accompanies order for
inter partes reexamination.

Conduct of inter partes reexamination.
Unauthorized papersin inter partes reexamination
Amendments by patent owner in inter partes
reexamination.

Requirements of responses, written comments, and
briefsin inter partes reexamination.

Response to Office action by patent owner ininter
partes reexamination.

Comments by third party requester to patent
owner’'s response in inter partes reexamination.
Limitations on submission of prior art by third party
requester following the order for inter partes
reexamination.

19637
190
194
1943
1945
197

1948
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1999 Examiner’s Office action closing prosecution in
inter partes reexamination.

1961 Options after Office action closing prosecution in
inter partes reexamination.

1953 Examiner’s Right of Appeal Noticein inter partes
reexamination.

INTERVIEWS PROHIBITED IN INTER PARTES
REEXAMINATION

19% Interviews prohibited in inter partes reexamination
proceedings.

EXTENSIONS OF TIME, TERMINATING OF
REEXAMINATION PROSECUTION, AND
PETITIONSTO REVIVE IN INTER PARTES
REEXAMINATION

1956 Patent owner extensions of timein inter partes
reexamination.

1%7 Failureto file atimely, appropriate or complete
response or comment ininter partes reexamination.

193 Petition to revive inter partes reexamination
prosecution terminated for lack of patent owner
response.

APPEAL TO THE BOARD OF PATENT
APPEALSAND INTERFERENCES IN INTER
PARTES REEXAMINATION

199 Apped ininter partes reexamination.
1961 [Reserved]

1977

19/ Return of Jurisdiction from the Board of Patent
Appeals and Interferences; termination of appeal
proceedings.

1981 Reopening after afina decision of the Board of
Patent Appeals and Interferences.

APPEAL TO THE UNITED STATES COURT OF
APPEALSFOR THE FEDERAL CIRCUIT IN
INTER PARTES REEXAMINATION

1983 Appeal to the United States Court of Appeals for
the Federal Circuit in inter partes reexamination.

CONCURRENT PROCEEDINGS INVOLVING
SAME PATENT IN INTER PARTES
REEXAMINATION

1985 Notification of prior or concurrent proceedingsin
inter partes reexamination.

1987 Suspension of inter partesreexamination proceeding
dueto litigation.

1989 Merger of concurrent reexamination proceedings.
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191 Merger of concurrent reissue application and inter
partes reexamination proceeding.

1998 Suspension of concurrent interference and inter
partes reexamination proceeding.

196 Third party requester’s participation rights
preserved in merged proceeding.

REEXAMINATION CERTIFICATE IN INTER
PARTES REEXAMINATION

1997 Issuance and publication of inter partes
reexamination certificate concludes inter partes
reexamination proceeding.

PART 3 ASSIGNMENT, RECORDING AND
RIGHTS OF ASSIGNEE

PART 4 COMPLAINTSREGARDING INVENTION
PROMOTERS

PART 5 SECRECY OF CERTAIN INVENTIONS
AND LICENSESTO EXPORT AND FILE
APPLICATIONSIN FOREIGN COUNTRIES

PART 10 REPRESENTATION OF OTHERS
BEFORE THE PATENT AND TRADEMARK
OFFICE

PART 11 REPRESENTATION OF OTHERS
BEFORE THE UNITED STATES PATENT AND
TRADEMARK OFFICE

Subpart A - General Provisions

GENERAL INFORMATION

11.1 Definitions.
11.2 Director of the Office of Enrollment and Discipline.
11.3 Suspension of rules.

Subpart B - Recognition To Practice Beforethe USPTO

PATENTS, TRADEMARKS, AND OTHER
NON-PATENT LAW

11.4 [Reserved]

11.5 Register of attorneys and agents in patent matters;
practice before the office.

11.6 Registration of attorneys and agents.

11.7 Requirementsfor registration.

11.8 Oath and registration fee.

11.9 Limited recognition in patent matters.

1110 Restrictions on practice in patent matters.

1111 Administrative suspension, inactivation, resignation,
and readmission.
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1112 [Reserved]

113

1114 Individuals who may practice before the Officein
trademarks and other non-patent matters.

1115 Refusal to recognize a practitioner.

1116 [Reserved]

niv
1118 Signature and certificate for correspondence filed
in the Office.

Subpart C - Investigations and Disciplinary Proceedings;
Jurisdiction, Sanctions, I nvestigations, and Proceedings

PART 15 [Reserved]
PART 15a [Reserved]

PART 41 PRACTICE BEFORE THE BOARD OF
PATENT APPEALSAND INTERFERENCES

Subpart A - General Provisions

Subpart B - Ex Parte Appeals

Subpart C - Inter PartesAppeals

Subpart D - Contested Cases

Subpart E - Patent Interferences

ADMINISTRATION

PART 102 DISCLOSURE OF GOVERNMENT
INFORMATION

Subpart A - Freedom of Information Act

Subpart B - Privacy Act

PART 104 LEGAL PROCESSES

Subpart A - General Provisions

Subpart B - Service of Process

Subpart C - Employee Testimony and Production of
Documentsin Legal Proceedings

Subpart D - Employee Indemnification
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Subpart E - Tort Claims

PROTECTION OF FOREIGN MASK WORKS

PART 150 REQUESTSFOR PRESIDENTIAL
PROCLAMATIONS PURSUANT TO 17 U.S.C.
902(a)(2)

SUBCHAPTER — GENERAL

PART -1 RULESOF PRACTICE IN PATENT CASES

Subpart A — General Provisions

GENERAL INFORMATION AND
CORRESPONDENCE

§ 1.1 Addressesfor non-trademark correspondence
with the United States Patent and Trademark
Office.

(@) Ingeneral. Except as provided in paragraphs
@3)(), (a(3)(ii) and (d)(2) of this section, al
correspondence intended for the United States Patent and
Trademark Office must be addressed to either “Director
of the United States Patent and Trademark Office, PO.
Box 1450, Alexandria, Virginia 22313-1450" or to
specific areas within the Office as set out in paragraphs
(a)(1), and (a)(3)(iii) of this section. When appropriate,
correspondence should also be marked for the attention
of aparticular office or individual.

(1) Patent correspondence.

(i) Ingeneral. All correspondence concerning
patent matters processed by organizations
reporting to the Commissioner for Patents should
be addressed to: Commissioner for Patents, PO
Box 1450, Alexandria, Virginia 22313-1450.

(i) Board of Patent Appeals and
Interferences . See § 41.10 of thistitle. Notices
of appeal, appeal briefs, reply briefs, requests for
oral hearing, aswell as all other correspondence
in an application or a patent involved in an appeal
to the Board for which an addressis not otherwise
specified, should be addressed as set out in
paragraph (a)(2)(i) of this section.

(2) [Reserved]

the scope of part 104 of thistitle shall be
addressed as provided in § 104.2.

(i) Disciplinary proceedings.
Correspondenceto counsel for the Director of the
Office of Enrollment and Discipline relating to
disciplinary proceedings pending before aHearing
Officer or the Director shall be mailed to: Mail
Stop 8, Office of the Salicitor, United States
Patent and Trademark Office, PO. Box 1450,
Alexandria, Virginia 22313-1450.

(iii) Solicitor, in general. Correspondence to
the Office of the Solicitor not otherwise provided
for shall be addressed to: Mail Stop 8, Office of
the Solicitor, United States Patent and Trademark
Office, PO. Box 1450, Alexandria, Virginia
22313-1450.

(iv) General Counsel. Correspondencetothe
Office of the General Counsel not otherwise
provided for, including correspondence to the
Genera Counsel relating to disciplinary
proceedings, shall be addressed to: General
Counsel, United States Patent and Trademark
Office, PO Box 1450, Alexandria, Virginia
22313-1450.

(v) Improper correspondence.
Correspondence improperly addressed to a Post
Office Box specified in paragraphs (a)(3)(i) and
(a)(3)(ii) of thissection will not befiled elsewhere
inthe United States Patent and Trademark Office,
and may be returned.

(4) Office of Public Records correspondence.

(i) Assignments. All patent-related documents
submitted by mail to be recorded by Assignment
Services Division, except for documents filed
together with a new application, should be
addressed to: Mail Stop Assignment Recordation
Services, Director of the United States Patent and
Trademark Office, PO. Box 1450, Alexandria,
Virginia 22313-1450. See § 3.27.

(i) Documents. All requests for certified or
uncertified copies of patent documents should be
addressed to: Mail Stop Document Services,
Director of the United States Patent and
Trademark Office, PO. Box 1450, Alexandria,
Virginia 22313-1450.

(5) Office of Enrollment and Discipline

(3) Office of General Counsel correspondence.—

(i) Litigation and service. Correspondence
relating to pending litigation or otherwise within

R-9

correspondence. All correspondence directed to the
Office of Enrollment and Discipline concerning
enrollment, registration, and investigation matters
should be addressed to Mail Stop OED, Director of the
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United States Patent and Trademark Office, PO. Box
1450, Alexandria, Virginia 22313-1450.

(b) Patent Cooperation Treaty. L etters and other
communications relating to international applications
during the international stage and prior to the assignment
of anational serial number should be additionally marked
“Mail Stop PCT”

(c) For reexamination proceedings.

(1) Requests for ex parte reexamination (original
reguest papers) and all subsequent ex parte
reexamination correspondencefiled in the Office, other
than correspondence to the Office of the General
Counsel pursuant to § 1.1(a)(3) and § 1.302(c), should
be additionally marked “Mail Stop Ex Parte Reexam.”

(2) Requests for inter partes reexamination
(original request papers) and all subsequent inter partes
reexamination correspondence filed in the Office, other
than correspondence to the Office of the Genera
Counsel pursuant to § 1.1(a)(3) and § 1.302(c), should
be additionally marked “Mail Stop Inter partes
Reexam.”

(d) Payments of maintenance feesin patents not
submitted electronically over the Internet, and
correspondence related to maintenance fees may be
addressed to: Director of the United States Patent and
Trademark Office, Attn: Maintenance Fee, 2051 Jamieson
Avenue, Suite 300, Alexandria, Virginia 22314,

(e) Patent term extension. All applications for
extension of patent term under 35 U.S.C. 156 and any
communications relating thereto intended for the United
States Patent and Trademark Office should be additionally
marked “Mail Stop Patent Ext.” When appropriate, the
communication should also be marked to the attention of
aparticular individual, as where a decision has been
rendered.

(f) [Reserved]

[46 FR 29181, May 29, 1981; para. (d) added, 49 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; para. (€), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; para. (f) added, 52 FR 9394, Mar. 24,
1987; para. (g) added, 53 FR 16413, May 9,1988; para. (h) added, 54
FR 37588, Sept. 11, 1989, effective Nov. 16, 1989; para. (i) added,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995; para. (a) revised
and para. (g) removed and reserved, 61 FR 56439, Nov. 1, 1996,
effective Dec. 2, 1996; para. (b) revised, 64 FR 48900, Sept. 8, 1999,
effective Oct. 30, 1999; paras. (a) and (d) revised, 66 FR 39447, July
31, 2001, effective Oct. 1, 2001; revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; para (8)(2) corrected, 68 FR 19371, Apr. 21,
2003, effective May 1, 2003; section heading, para. (&) introductory
text and para. (8)(4) revised, para. (8)(2) removed and reserved, and
notefollowing para. (f) removed, 68 FR 48286, Aug. 13, 2003, effective
Sept. 12, 2003; para. () revised, 68 FR 70996, Dec. 22, 2003, effective
Jan. 21, 2004; para. (8)(4)(i) revised and para. (f) removed and reserved,
69 FR 29865, May 26, 2004, effective June 25, 2004; para. (a)
introductory text revised and para. (8)(5) added, 69 FR 35427, June 24,
2004, effective July 26, 2004; para. (8)(1)(ii) revised and para. (a)(1)(iii)
removed, 69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004; para.
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(©)(1) revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007;
para. (d) revised, 73 FR 47534, Aug. 14, 2008, effective Oct. 2, 2008;
paras. (8)(3)(ii) and (a)(3)(iii) revised, 75 FR 36294, June 25, 2010,
effective June 25, 2010]

§ 1.2 Businessto betransacted in writing.

All businesswith the Patent and Trademark Office should
be transacted in writing. The persona attendance of
applicants or their attorneys or agents at the Patent and
Trademark Officeisunnecessary. The action of the Patent
and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to
any alleged oral promise, stipulation, or understanding in
relation to which there is disagreement or doubt.

8 1.3 Businessto be conducted with decorum and
courtesy.

Applicants and their attorneys or agents are required to
conduct their business with the United States Patent and
Trademark Office with decorum and courtesy. Papers
presented in violation of this requirement will be
submitted to the Director and will not be entered. A notice
of the non-entry of the paper will be provided. Complaints
against examiners and other employees must be made in
correspondence separate from other papers.

[Amended, 61 FR 56439, Nov. 1, 1996, effective Dec. 2, 1996;
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised,
68 FR 38611, June 30, 2003, effective July 30, 2003]

§ 1.4 Nature of correspondence and signature
requirements.

(a) Correspondence with the Patent and Trademark
Office comprises:

(2) Correspondence relating to services and
facilities of the Office, such as general inquiries,
requestsfor publications supplied by the Office, orders
for printed copies of patents, orders for copies of
records, transmission of assignmentsfor recording, and
thelike, and

(2) Correspondence in and relating to a particular
application or other proceeding in the Office. See
particularly the rules relating to the filing, processing,
or other proceedings of national applicationsin subpart
B, 88 1.31 to 1.378; of international applicationsin
subpart C, 88 1.401 to 1.499; of ex parte
reexaminations of patentsin subpart D, 88 1.501 to
1.570; of extension of patent term in subpart F, 88
1.710t0 1.785; of inter partes reexaminations of patents
in subpart H, 88 1.902 to 1.997; and of the Board of
Patent Appealsand Interferencesin part 41 of thistitle.

(b) Since each file must be completein itself, a
separate copy of every paper to befiled in apatent, patent
file, or other proceeding must be furnished for each file
to which the paper pertains, even though the contents of
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the papersfiled in two or morefilesmay beidentical. The
filing of duplicate copies of correspondence in thefile of
an application, patent, or other proceeding should be
avoided, except in situations in which the Office requires
thefiling of duplicate copies. The Office may dispose of
duplicate copies of correspondencein the file of an
application, patent, or other proceeding.

(c) Since different matters may be considered by
different branches or sections of the United States Patent
and Trademark Office, each distinct subject, inquiry or
order must be contained in a separate paper to avoid
confusion and delay in answering papers dealing with
different subjects.

(d)

(1) Handwritten signature. Each piece of
correspondence, except as provided in paragraphs
(d)(2), (d)(3), (e) and (f) of this section, filed in an
application, patent file, or other proceeding in the
Office which requires a person’s signature, must:

(i) Bean origina, that is, have an origina
handwritten signature personally signed, in
permanent dark ink or its equivalent, by that
person; or

(if) Be adirect or indirect copy, such asa
photocopy or facsimile transmission (8§ 1.6(d)),
of an original. In the event that a copy of the
origina isfiled, the original should beretained as
evidence of authenticity. If aquestion of
authenticity arises, the Office may require
submission of the original.

(2) Ssignature . An S-signature is a signature
inserted between forward slash marks, but not a
handwritten signature as defined by 8§ 1.4(d)(1). An
S-signature includes any signature made by electronic
or mechanical means, and any other mode of making
or applying a signature not covered by a handwritten
signature of § 1.4(d)(1). Correspondence being filed
in the Office in paper, by facsimile transmission as
provided in § 1.6(d), or viathe Office electronic filing
system as an attachment as provided in § 1.6(a)(4), for
a patent application, patent, or a reexamination
proceeding may be S-signature signed instead of being
personaly signed ( i.e., with a handwritten signature)
as provided for in paragraph (d)(1) of thissection. The
requirements for an S-signature under this paragraph
(d)(2) of this section are asfollows.

(i) The S-signature must consist only of letters,
or Arabic numerals, or both, with appropriate
spaces and commas, periods, apostrophes, or
hyphens for punctuation, and the person signing
the correspondence must insert his or her own
S-signature with afirst single forward slash mark

before, and a second single forward slash mark
after, the S-signature ( e.g., /Dr. James T. Jones,
Jr./); and

(i) A patent practitioner (§ 1.32(a)(1)), signing
pursuant to 88 1.33(b)(1) or 1.33(b)(2), must
supply his/her registration number either as part
of the S-signature, or immediately below or
adjacent to the S-signature. The number (#)
character may be used only as part of the
S-signature when appearing before apractitioner’s
registration number; otherwise the number
character may not be used in an S-signature.

(iii) The signer's name must be:

(A) Presented in printed or typed form
preferably immediately below or adjacent
the S-signature, and

(B) Reasonably specific enough so that
the identity of the signer can be readily
recognized.

(3) Forms. The Office providesformsto the public
to usein certain situations to assist in the filing of
correspondence for a certain purpose and to meet
certain requirements for patent applications and
proceedings. Use of the forms for purposes for which
they were not designed is prohibited. No changesto
certification statements on the Officeforms (e.g. , oath
or declaration forms, terminal disclaimer forms, petition
forms, and nonpublication request forms) may be made.
The existing text of aform, other than a certification
statement, may be modified, deleted, or added to, if all
text identifying theform as an Office form isremoved.
The presentation to the Office (whether by signing,
filing, submitting, or later advocating) of any Office
form with text identifying the form as an Office form
by a party, whether a practitioner or non-practitioner,
congtitutes a certification under § 11.18(b) of this
chapter that the existing text and any certification
statements on the form have not been altered other than
permitted by EFS-Web customization.

(4) Certifications. (i) Section 11.18 certifications:
The presentation to the Office (whether by signing,
filing, submitting, or later advocating) of any paper by
a party, whether a practitioner or non-practitioner,
constitutes a certification under § 11.18(b) of this
subchapter. Violations of § 11.18(b)(2) of this
subchapter by a party, whether a practitioner or
non-practitioner, may result in the imposition of
sanctions under § 11.18(c) of this subchapter. Any
practitioner violating § 11.18(b) of this subchapter may
also be subject to disciplinary action. See 88 11.18(d)
and 11.804(b)(9) of this subchapter.

(i) Certifications as to the signature:
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(A) Of another: A person submitting
a document signed by another under
paragraph (d)(2) of this sectionis
obligated to have areasonable basis to
believe that the person whose signature is
present on the document was actually
inserted by that person, and should retain
evidence of authenticity of the signature.

(B) Sdif certification: The person
inserting a signature under paragraph
(d)(2) of this section in adocument
submitted to the Office certifies that the
inserted signature appearing in the
document is his or her own signature.

(C) sanctions: Violations of the
certifications asto the signature of another
or aperson’s own signature, set forth in
paragraphs (d)(4)(ii)(A) and (B) of this
section, may result in the imposition of
sanctions under § 11.18(c) and (d) of this
chapter.

(e) Correspondence requiring aperson’s signature and
relating to registration practice before the Patent and
Trademark Officein patent cases, enrollment and
disciplinary investigations, or disciplinary proceedings
must be submitted with an original hand written signature
personally signed in permanent dark ink or its equivalent
by that person.

(f) When adocument that is required by statute to be
certified must be filed, a copy, including a photocopy or
facsimile transmission, of the certification is not
acceptable.

(9) An applicant who has not made of record a
registered attorney or agent may be required to state
whether assistance was received in the preparation or
prosecution of the patent application, for which any
compensation or consideration was given or charged, and
if so, to disclose the name or names of the person or
persons providing such assistance. Assistance includes
the preparation for the applicant of the specification and
amendments or other papersto befiled in the Patent and
Trademark Office, as well as other assistance in such
matters, but does not include merely making drawings by
draftsmen or stenographic services in typing papers.

(h) Ratification/confirmation/evidence of authenticity:
The Office may require ratification, confirmation (which
includes submission of a duplicate document but with a
proper signature), or evidence of authenticity of a
signature, such as when the Office has reasonabl e doubt
as to the authenticity (veracity) of the signature, e.g.,
where there are variations of a signature, or where the
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signature and the typed or printed name, do not clearly
identify the person signing.
[24 FR 10332, Dec. 22, 1959; 43 FR 20461, May 11, 1978;

para. (a), 48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; para. (a),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (a)(2), 53
FR 47807, Nov. 28, 1988, effective Jan. 1, 1989; paras. (d)-(f) added,
58 FR 54494, Oct. 22, 1993, effective Nov. 22, 1993; para. (d) revised
& para. (g) added, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997,
paras. (8)(2) and (d)(2) revised, 64 FR 48900, Sept. 8, 1999, effective
Oct. 30, 1999; paras. (b) and (c) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; para. (a)(2) revised, 65 FR 76756, Dec. 7, 2000,
effective Feb. 5, 2001; para. (d)(2)(iii)(A) amended, 67 FR 79520, Dec.
30, 2002, effective Dec. 30, 2002; para. (d)(1)(iii)(B) revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; para. (d)(1)(iii) removed
and reserved, paras. (a)(1), (8)(2), (b), (d)(2), introductory text, and
(d)(2)(ii) revised, 68 FR 48286, Aug. 13, 2003, effective Sept. 12, 2003;
para. (8)(2) revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13,
2004; paras. (d) and (e) revised and para. (h) added, 69 FR 56481, Sept.
21, 2004, effective Sept. 21, 2004; para. (d)(2) introductory text and
paragraph (d)(2)(ii) revised, 70 FR 56119, Sept. 26, 2005, effective
Nov. 25, 2005; paras. (d)(2) introductory text, (d)(3), and (d)(4)(ii)
revised, 72 FR 2770, Jan. 23, 2007, effective Jan. 23, 2007; paras. (d)(3)
and (d)(4)(i) revised, para. (d)(4)(ii)(C) added, 73 FR 47650, Aug. 14,
2008, effective Sept. 15, 2008]

§ 1.5 Identification of patent, patent application, or

patent-related proceeding.

(a) No correspondence relating to an application
should befiled prior to receipt of the application number
from the Patent and Trademark Office. When aletter
directed to the Patent and Trademark Office concerns a
previously filed application for a patent, it must identify
on thetop page in a conspicuouslocation, the application
number (consisting of the series code and the serial
number; e.g., 07/123,456), or the serial number and filing
date assigned to that application by the Patent and
Trademark Office, or theinternational application number
of the international application. Any correspondence not
containing such identification will be returned to the
sender where areturn addressis available. The returned
correspondence will be accompanied with a cover letter
which will indicate to the sender that if the returned
correspondence is resubmitted to the Patent and
Trademark Office within two weeks of the mail date on
the cover letter, the original date of receipt of the
correspondence will be considered by the Patent and
Trademark Office as the date of receipt of the
correspondence. Applicants may use either the Certificate
of Mailing or Transmission procedure under § 1.8 or the
Express Mail procedure under § 1.10 for resubmissions
of returned correspondence if they desire to have the
benefit of the date of deposit in the United States Postal
Service. If thereturned correspondenceis not resubmitted
within the two-week period, the date of receipt of the
resubmission will be considered to be the date of receipt
of the correspondence. The two-week period to resubmit
the returned correspondence will not be extended. In
addition to the application number, all letters directed to
the Patent and Trademark Office concerning applications
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for patent should also state the name of the applicant, the
title of the invention, the date of filing the same, and, if
known, the group art unit or other unit within the Patent
and Trademark Office responsible for considering the
letter and the name of the examiner or other person to
which it has been assigned.

(b) When the letter concerns a patent other than for
purposes of paying a maintenance feg, it should state the
number and date of issue of the patent, the name of the
patentee, and the title of the invention. For letters
concerning payment of amaintenancefeein a patent, see
the provisions of § 1.366(c).

(c) [Reserved]

(d) A letter relating to a reexamination proceeding
should identify it as such by the number of the patent
undergoing reexamination, the reexamination request
control number assigned to such proceeding, and, if
known, the group art unit and name of the examiner to
which it been assigned.

(e) [Reserved]

() When a paper concerns a provisional application,
it should identify the application as such and include the
application number.

[24 FR 10332, Dec. 22, 1959; 46 FR 29181, May 29, 1981,

para. (a), 49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49
FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (a) & (b), 53
FR 47807, Nov. 28, 1988, effective Jan. 1, 1989; para. (a) revised, 58
FR 54494, Oct. 22, 1993, effective Nov. 22, 1993; para. (f) added, 61
FR 42790, Aug. 19, 1996, effective Sept. 23, 1996; para. () amended,
61 FR 56439, Nov. 1, 1996, effective Dec. 2, 1996; para. (c) revised,
64 FR 48900, Sept. 8, 1999, effective Oct. 30, 1999; section heading
revised, para. (c) removed and reserved, 68 FR 48286, Aug. 13, 2003,
effective Sept. 12, 2003; para. (€) removed and reserved, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004]

§ 1.6 Receipt of correspondence.

(a) Date of receipt and Express Mail date of deposit.
Correspondence received in the Patent and Trademark
Office is stamped with the date of receipt except as
follows:

(1) The Patent and Trademark Office is not open
for the filing of correspondence on any day that isa
Saturday, Sunday, or Federal holiday within the District
of Columbia. Except for correspondence transmitted
by facsimile under paragraph (a)(3) of this section, or
filed electronically under paragraph (a)(4) of this
section, no correspondenceisreceived in the Officeon
Saturdays, Sundays, or Federal holidays within the
District of Columbia.

(2) Correspondencefiled in accordancewith § 1.10
will be stamped with the date of deposit as “ Express
Mail” with the United States Postal Service.

(3) Correspondence transmitted by facsimileto the
Patent and Trademark Office will be stamped with the

date on which the complete transmissionisreceivedin
the Patent and Trademark Office unlessthat dateisa
Saturday, Sunday, or Federal holiday within the District
of Columbia, in which case the date stamped will be
the next succeeding day which is not a Saturday,
Sunday, or Federal holiday within the District of
Columbia

(4) Correspondence may be submitted using the
Office electronicfiling system only in accordance with
the Office electronic filing system requirements.
Correspondence submitted to the Office by way of the
Office electronic filing system will be accorded a
receipt date, which is the date the correspondence is
received at the correspondence address for the Office
set forth in § 1.1 when it was officially submitted.

(b) [Reserved]

(c) Correspondence delivered by hand. In addition
to being mailed, correspondence may be delivered by
hand during hours the Office is open to receive
correspondence.

(d) Facsimile transmission . Except in the cases
enumerated below, correspondence, including
authorizations to charge a deposit account, may be
transmitted by facsimile. The receipt date accorded to the
correspondence will be the date on which the complete
transmission is received in the United States Patent and
Trademark Office, unlessthat dateisa Saturday, Sunday,
or Federal holiday within the District of Columbia. See
§1.6(a)(3). To facilitate proper processing, each
transmission session should be limited to correspondence
to befiled in asingle application or other proceeding
before the United States Patent and Trademark Office.
The application number of apatent application, the control
number of areexamination proceeding, the interference
number of an interference proceeding, or the patent
number of a patent should be entered as a part of the
sender’s identification on afacsimile cover sheet.
Facsimile transmissions are not permitted and, if
submitted, will not be accorded a date of receipt in the
following situations:

(2) Correspondence as specified in § 1.4(e),
requiring an original signature;

(2) Certified documents as specified in § 1.4(f);

(3) Correspondence which cannot receive the
benefit of the certificate of mailing or transmission as
specifiedin § 1.8(a)(2)(i)(A) through (D) and (F), and
81.8(a)(2)(iii)(A), except that acontinued prosecution
application under § 1.53(d) may be transmitted to the
Office by facsimile;

(4) Color drawings submitted under §8§ 1.81, 1.83
through 1.85, 1.152, 1.165, 1.173, or 1.437;
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(5) A request for reexamination under § 1.510 or
§1.913;

(6) Correspondenceto befiled in a patent
application subject to a secrecy order under 88 5.1
through 5.5 of this chapter and directly related to the
secrecy order content of the application;

(7) [Reserved]
(8) [Reserved]

(9) In contested cases before the Board of Patent
Appeals and Interferences except as the Board may
expressly authorize.

(e) [Reserved]

(f) Facsimile transmission of a patent application
under 8§ 1.53(d) . In the event that the Office has no
evidence of receipt of an application under § 1.53(d) (a
continued prosecution application) transmitted to the
Office by facsimile transmission, the party who
transmitted the application under § 1.53(d) may petition
the Director to accord the application under § 1.53(d) a
filing date as of the date the application under § 1.53(d)
is shown to have been transmitted to and received in the
Office,

(1) Provided that the party who transmitted such
application under § 1.53(d):

(i) Informs the Office of the previous
transmission of the application under § 1.53(d)
promptly after becoming aware that the Office
has no evidence of receipt of the application under
§ 1.53(d);

(ii) Supplies an additional copy of the
previously transmitted application under § 1.53(d);
and

(iii) Includes a statement which attests on a
personal knowledge basis or to the satisfaction of
the Director to the previous transmission of the
application under § 1.53(d) and is accompanied
by a copy of the sending unit’s report confirming
transmission of the application under § 1.53(d) or
evidence that came into being after the complete
transmission and within one business day of the
complete transmission of the application under
§ 1.53(d).

(2) The Office may require additional evidence to
determine if the application under § 1.53(d) was
transmitted to and received in the Office on the date in
question.

(g) Submission of the national stage correspondence
required by § 1.495 via the Office electronic filing system.
In the event that the Office has no evidence of receipt of
the national stage correspondence required by § 1.495,

Rev. 9, August 2012

which was submitted to the Office by the Office el ectronic
filing system, the party who submitted the correspondence
may petition the Director to accord the national stage
correspondence areceipt date as of the date the
correspondenceis shown to have been officially submitted
to the Office.

(1) The petition of this paragraph (g) requires that
the party who submitted such national stage
correspondence:

(i) Informs the Office of the previous
submission of the correspondence promptly after
becoming aware that the Office has no evidence
of receipt of the correspondence under § 1.495;

(i1) Supplies an additional copy of the
previously submitted correspondence;

(ii1) Includes a statement that attests on a
persona knowledge basis, or to the satisfaction
of the Director, that the correspondence was
previously officialy submitted; and

(iv) Supplies a copy of an acknowledgment
receipt generated by the Office electronic filing
system, or equivalent evidence, confirming the
submission to support the statement of paragraph
(9)(1)(iii) of this section.

(2) The Office may require additional evidence to
determine if the national stage correspondence was
submitted to the Office on the date in question.

[48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983; para. (a), 49 FR 552, Jan. 4, 1984, effective Apr.
1, 1984; revised, 58 FR 54494, Oct. 22, 1993, effective Nov. 22, 1993;
para. (8) amended, 61 FR 56439, Nov. 1, 1996, effective Dec. 2, 1996;
paras. (d)(3), (d)(6) & (e) amended, para. (f) added, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; para (a)(1) revised and para. (a)(4)
added, 64 FR 48900, Sept. 8, 1999, effective Oct. 30, 1999; para.(d)(9)
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (d)(5)
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001; para. (b)
removed and reserved and paras. (€), (f) & (f)(1)(iii) revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; paras. (a)(4), (d)(7) and
(d)(8) removed and reserved, and paras. (d), introductory text, (d)(3),
and (d)(4) revised, 68 FR 48286, Aug. 13, 2003, effective Sept. 12,
2003; para. (d)(9) revised, 69 FR 49959, Aug. 12, 2004, effective Sept.
13, 2004; para. (d)(4) revised and para. (€) removed and reserved, 69
FR 56481, Sept. 21, 2004, effective Sept. 21, 2004; paras. (a)(4) & (9)
added, 72 FR 2770, Jan. 23, 2007, effective Jan. 23, 2007]

§ 1.7 Timesfor taking action; Expiration on
Saturday, Sunday or Federal holiday.

(a) Whenever periodsof time are specified in this part
in days, calendar days are intended. When the day, or the
last day fixed by statute or by or under this part for taking
any action or paying any fee in the United States Patent
and Trademark Office falls on Saturday, Sunday, or on a
Federal holiday withinthe District of Columbia, the action
may be taken, or the fee paid, on the next succeeding
business day which isnot a Saturday, Sunday, or a Federal
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holiday. See § 1.304 for time for appeal or for
commencing civil action.

(b) If the day that is twelve months after the filing
date of a provisional application under 35 U.S.C. 111(b)
and § 1.53(c) falls on Saturday, Sunday, or on a Federa
holiday within the District of Columbia, the period of
pendency shall be extended to the next succeeding secular
or business day which is not a Saturday, Sunday, or a
Federal holiday.

[48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; corrected

48 FR 4285, Jan. 31, 1983; revised, 65 FR 14865, Mar. 20, 2000,
effective May 29, 2000 (adopted asfinal, 65 FR 50092, Aug. 16, 2000)]

§ 1.8 Certificate of mailing or transmission.

(a) Except in the situations enumerated in paragraph
(a)(2) of this section or as otherwise expressly excluded
in this chapter, correspondence required to befiled in the
U.S. Patent and Trademark Office within a set period of
time will be considered as being timely filed if the
procedure described in this section isfollowed. The actual
date of receipt will be used for al other purposes.

(1) Correspondence will be considered as being
timely filed if:

(i) The correspondence is mailed or
transmitted prior to expiration of the set period of
time by being:

(A) Addressed asset out in 8 1.1(a)
and deposited withthe U.S. Postal Service
with sufficient postage asfirst class mail;

(B) Transmitted by facsimile to the
Patent and Trademark Officein
accordance with § 1.6 (d); or

(C) Transmitted viathe Office
electronic filing system in accordance with
§ 1.6(a)(4); and

(i) The correspondence includes a certificate
for each piece of correspondence stating the date
of deposit or transmission. The person signing the
certificate should have reasonable basis to expect
that the correspondence would be mailed or
transmitted on or before the date indicated.

(2) The procedure described in paragraph (a)(1) of
this section does not apply to, and no benefit will be
given to a Certificate of Mailing or Transmission on,
the following:

(i) Relativeto Patents and Patent
Applications—

(A) Thefiling of anational patent
application specification and drawing or
other correspondence for the purpose of
obtaining an application filing date,

including arequest for a continued
prosecution application under § 1.53(d);

(B) [Reserved]

(C) Papersfiled in contested cases
before the Board of Patent Appeals and
Interferences, which are governed by §
41.106 (f) of thistitle;

(D) Thefiling of an international
application for patent;

(E) Thefiling of correspondencein an
international application before the U.S.
Receiving Office, the U.S. International
Searching Authority, or the U.S.
International Preliminary Examining
Authority;

(F) Thefiling of a copy of the
international application and the basic
national fee necessary to enter the national
stage, as specified in § 1.495(b).

(i) [Reserved]
(iii) Relativeto Disciplinary Proceedings—

(A) Correspondencefiled in
connection with adisciplinary proceeding
under part 11 of this chapter.

(B) [Reserved]

(b) In the event that correspondence is considered
timely filed by being mailed or transmitted in accordance
with paragraph (@) of this section, but not received in the
U.S. Patent and Trademark Office after areasonable
amount of time has elapsed from the time of mailing or
transmitting of the correspondence, or after the application
is held to be abandoned, or after the proceeding is
dismissed or decided with prejudice, or the prosecution
of areexamination proceeding is terminated pursuant to
§1.550(d) or § 1.957(b) or limited pursuant to § 1.957(c),
or arequester paper isrefused consideration pursuant to
§ 1.957(a), the correspondence will be considered timely
if the party who forwarded such correspondence:

(1) Informs the Office of the previous mailing or
transmission of the correspondence promptly after
becoming aware that the Office has no evidence of
receipt of the correspondence;

(2) Supplies an additional copy of the previously
mailed or transmitted correspondence and certificate;
and

(3) Includes a statement that attests on a personal
knowledge basis or to the satisfaction of the Director
to the previous timely mailing, transmission or
submission. If the correspondence was sent by facsimile
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transmission, a copy of the sending unit’s report
confirming transmission may be used to support this
statement. If the correspondence was transmitted via
the Office electronic filing system, a copy of an
acknowledgment receipt generated by the Office
electronic filing system confirming submission may
be used to support this statement.

(c) The Office may require additional evidenceto

determine if the correspondence was timely filed.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978; para.
(a). 47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; para. (a),48
FR 2708, Jan. 20, 1983; para. (8) 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; para. (a), 49 FR 5171, Feb. 6, 1985, effective Mar. 8,
1985; 52 FR 20046, May 28, 1987; subparas. (a)(2)(xiv)-(xvi), 54 FR
37588, Sept. 11, 1989, effective Nov. 16, 1989; revised, 58 FR 54494,
Oct. 22, 1993, effective Nov. 22, 1993; para. () revised, 61 FR 56439,
Nov. 1, 1996, effective Dec. 2, 1996; paras. (8)(2)(i)(A) & (b) revised;
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (a)(2)(i)(F)
revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002; para. (b)(3)
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; para.
(a)(2)(ii) removed and reserved, 68 FR 48286, Aug. 13, 2003, effective
Sept. 12, 2003; para. (8)(2)(i)(B) removed and reserved and para.
(@(2)(i)(C) revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13,
2004; paras. (a) and (b) revised, 69 FR 56481, Sept. 21, 2004, effective
Oct. 21, 2004; paras. (a)(1)(i) & (b)(3) revised, 72 FR 2770, Jan. 23,
2007, effective Jan. 23, 2007; para. (b) introductory text revised, 72 FR
18892, Apr. 16, 2007, effective May 16, 2007; para. (a)(2)(iii)(A)
revised, 73 FR 47650, Aug. 14, 2008, effective Sept. 15, 2008]

§ 1.9 Definitions.

@

(2) A national application as used in this chapter
means a U.S. application for patent which was either
filed in the Office under 35 U.S.C. 111, or which
entered the national stage from an international
application after compliance with 35 U.S.C. 371.

(2) A provisional application asused in this chapter
means a U.S. national application for patent filed in
the Office under 35 U.S.C. 111(b).

(3) A nonprovisiona application as used in this
chapter means a U.S. national application for patent
which was either filed in the Office under 35 U.S.C.
111(a), or which entered the national stage from an
international application after compliance with 35
U.S.C. 371.

(b) Aninternational application as used inthis chapter
means an international application for patent filed under
the Patent Cooperation Treaty prior to entering national
processing at the Designated Office stage.

(c) A published application as used in this chapter
means an application for patent which has been published
under 35 U.S.C. 122(b).

(d) [Reserved]
(e) [Reserved]
(f) [Reserved]
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(9) For definitions in Board of Patent Appeals and
Interferences proceedings, see part 41 of thistitle.

(h) A Federal holiday within the District of Columbia
as used in this chapter means any day, except Saturdays
and Sundays, when the Patent and Trademark Officeis
officialy closed for business for the entire day.

(i) National security classified as used in this chapter
means specifically authorized under criteria established
by an Act of Congress or Executive Order to be kept
secret in theinterest of national defense or foreign policy
and, in fact, properly classified pursuant to such Act of
Congress or Executive Order.

() Director as used in this chapter, except for part 11
of this chapter, means the Under Secretary of Commerce
for Intellectual Property and Director of the United States
Patent and Trademark Office.

(K) Paper as used in this chapter means a document
that may exist in electronic form, or in physical form, and
therefore does not necessarily imply physical sheets of

paper.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982,
effective Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982, effective Oct. 1,
1982; para. (d), 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984;
para. (9), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para.
(d) revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994; para.
(a) amended, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995; para.
(h) added, 61 FR 56439, Nov. 1, 1996, effective Dec. 2, 1996; paras.
(d) & (f) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997;
paras. (c)-(f) removed and reserved and para. (i) added, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; para. (c) revised, 65 FR 57024,
Sept. 20, 2000, effective Nov. 29, 2000; para. (j) added, 68 FR 14332,
Mar. 25, 2003, effective May 1, 2003; para. (k) added, 68 FR 38611,
June 30, 2003, effective July 30, 2003; para. (g) revised, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004; para. (j) revised, 73 FR 47650,
Aug. 14, 2008, effective Sept. 15, 2008]

8 1.1CFiling of correspondence by “ Express Mail.”

@

(1) Any correspondence received by the U.S. Patent
and Trademark Office (USPTO) that was delivered by
the “Express Mail Post Office to Addressee” service
of the United States Postal Service (USPS) will be
considered filed with the USPTO on the date of deposit
with the USPS.

(2) The date of deposit with USPS is shown by the
“datein” on the “Express Mail” label or other official
USPS notation. If the USPS deposit date cannot be
determined, the correspondence will be accorded the
USPTO receipt date as the filing date. See § 1.6(a).

(b) Correspondence should be deposited directly with
an employee of the USPS to ensure that the person
depositing the correspondence receives alegible copy of
the“ExpressMail” mailing label with the“ date-in” clearly
marked. Persons dealing indirectly with the employees
of the USPS (such as by deposit in an “Express Mail”
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drop box) do so at the risk of not receiving a copy of the
“Express Mail” mailing label with the desired “date-in”
clearly marked. The paper(s) or feg(s) that constitute the
correspondence should & so include the “ Express Mail”
mailing label number thereon. See paragraphs(c), (d) and
(e) of this section.

(c) Any person filing correspondence under this
section that was received by the Office and delivered by
the “Express Mail Post Office to Addressee” service of
the USPS, who can show that there is a discrepancy
between the filing date accorded by the Office to the
correspondence and the date of deposit as shown by the
“date-in” on the “Express Mail” mailing label or other
official USPS notation, may petition the Director to accord
the correspondence afiling date as of the“ date-in” onthe
“Express Mail” mailing label or other official USPS
notation, provided that:

(1) The petition is filed promptly after the person
becomes aware that the Office has accorded, or will
accord, afiling date other than the USPS deposit date;

(2) The number of the“ExpressMail” mailing label
was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the original mailing by
“Express Mail;” and

(3) The petition includes atrue copy of the“Express
Mail” mailing label showing the “date-in,” and of any
other official notation by the USPSrelied upon to show
the date of deposit.

(d) Any person filing correspondence under this
section that was received by the Office and delivered by
the “Express Mail Post Office to Addressee” service of
the USPS, who can show that the “date-in” on the
“Express Mail” mailing label or other official notation
entered by the USPS was incorrectly entered or omitted
by the USPS, may petition the Director to accord the
correspondence afiling date as of the date the
correspondenceis shown to have been deposited with the
USPS, provided that:

() The petition is filed promptly after the person
becomes aware that the Office has accorded, or will
accord, afiling date based upon an incorrect entry by
the USPS;

(2) The number of the“ExpressMail” mailing label
was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the original mailing by
“Express Mail”; and

(3) The petition includes a showing which
establishes, to the satisfaction of the Director, that the
reguested filing date was the date the correspondence
was deposited in the “ Express Mail Post Office to
Addressee” service prior to the last scheduled pickup
for that day. Any showing pursuant to this paragraph

must be corroborated by evidence from the USPS or
that came into being after deposit and within one
business day of the deposit of the correspondence in
the “Express Mail Post Office to Addressee” service
of the USPS.

(e) Any person mailing correspondence addressed as
set out in § 1.1(a) to the Office with sufficient postage
utilizing the “ Express Mail Post Office to Addressee”
service of the USPS but not received by the Office, may
petition the Director to consider such correspondence
filed in the Office on the USPS deposit date, provided
that:

(1) The petition isfiled promptly after the person
becomes aware that the Office has no evidence of
receipt of the correspondence;

(2) The number of the“ExpressMail” mailing |abel
was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the original mailing by
“Express Mail”;

(3) The petition includes a copy of the originally
deposited paper(s) or fee(s) that congtitute the
correspondence showing the number of the “Express
Mail” mailing label thereon, a copy of any returned
postcard receipt, acopy of the“ Express Mail” mailing
label showing the“date-in,” acopy of any other official
notation by the USPS relied upon to show the date of
deposit, and, if the requested filing date is a date other
than the “ date-in” on the “ Express Mail” mailing label
or other officia notation entered by the USPS, a
showing pursuant to paragraph (d)(3) of this section
that the requested filing date was the date the
correspondence was deposited in the “ Express Mail
Post Office to Addressee” service prior to the last
scheduled pickup for that day; and

(4) The petition includes a statement which
establishes, to the satisfaction of the Director, the
original deposit of the correspondence and that the
copies of the correspondence, the copy of the* Express
Mail” mailing label, the copy of any returned postcard
receipt, and any official notation entered by the USPS
aretrue copiesof the originally mailed correspondence,
original “ExpressMail” mailing label, returned postcard
receipt, and official notation entered by the USPS.

(f) The Office may require additional evidenceto
determine if the correspondence was deposited as
“Express Mail” with the USPS on the date in question.

(g) Any person who mails correspondence addressed
assetoutin 8§ 1.1 (a) to the Office with sufficient postage
utilizing the “ Express Mail Post Office to Addressee”
service of the USPS, but hasthe correspondence returned
by the USPS due to an interruption or emergency in
“Express Mail” service, may petition the Director to
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consider such correspondence asfiled on aparticular date
in the Office, provided that:

(1) The petition is filed promptly after the person
becomes aware of the return of the correspondence;

(2) The number of the“ExpressMail” mailing label
was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the original mailing by
“Express Mail”;

(3) The petition includes the original
correspondence or a copy of the original
correspondence showing the number of the “Express
Mail” mailing |abel thereon and acopy of the“ Express
Mail” mailing label showing the “date-in”; and

(4) The petition includes a statement which
establishes, to the satisfaction of the Director, the
original deposit of the correspondence and that the
correspondence or copy of the correspondence isthe
original correspondence or atrue copy of the
correspondenceoriginally deposited with the USPS on
the requested filing date. The Office may require
additional evidenceto determineif the correspondence
was returned by the USPS due to an interruption or
emergency in “Express Mail” service.

(h) Any person who attempts to mail correspondence
addressed as set out in § 1.1 (a) to the Office with
sufficient postage utilizing the“ Express Mail Post Office
to Addressee” service of the USPS, but has the
correspondence refused by an employee of the USPS due
to aninterruption or emergency in“ExpressMail” service,
may petition the Director to consider such correspondence
asfiled on aparticular date in the Office, provided that:

() The petition is filed promptly after the person
becomes aware of the refusal of the correspondence;

(2) The number of the“ExpressMail” mailing |abel
was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the attempted mailing by
“Express Mail”;

(3) The petition includes the original
correspondence or a copy of the original
correspondence showing the number of the “Express
Mail” mailing label thereon; and

(4) The petition includes a statement by the person
who originally attempted to deposit the correspondence
with the USPS which establishes, to the satisfaction of
the Director, the original attempt to deposit the
correspondence and that the correspondence or copy
of the correspondence is the original correspondence
or atrue copy of the correspondence originally
attempted to be deposited with the USPS on the
requested filing date. The Office may require additional
evidence to determine if the correspondence was

Rev. 9, August 2012

refused by an employee of the USPS due to an
interruption or emergency in “Express Mail” service.

(i) Any person attempting to file correspondence under
this section that was unabl e to be deposited with the USPS
due to an interruption or emergency in “Express Mail”
service which has been so designated by the Director,
may petition the Director to consider such correspondence
asfiled on aparticular date in the Office, provided that:

(1) The petition isfiled in amanner designated by
the Director promptly after the person becomes aware
of the designated interruption or emergency in“Express
Mail” service;

(2) The petition includes the original
correspondence or a copy of the original
correspondence; and

(3) The petition includes a statement which
establishes, to the satisfaction of the Director, that the
correspondence would have been deposited with the
USPS but for the designated interruption or emergency
in“ExpressMail” service, and that the correspondence
or copy of the correspondenceisthe original
correspondence or atrue copy of the correspondence
originally attempted to be deposited with the USPS on
the requested filing date.

[48 FR 2708, Jan. 20, 1983, added effective Feb. 27, 1983; 48

FR 4285, Jan. 31, 1983, paras. (a) & (c), 49 FR 552, Jan. 4, 1984,
effective Apr. 1, 1984; paras. (8)-(c) revised and paras. (d) - (f) added,
61 FR 56439, Nov. 1, 1996, effective Dec. 2, 1996; paras. (d) & (€)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (a)
revised, 67 FR 36099, May 23, 2002, effective June 24, 2002; paras.
(©), (d), (d)(3), (€) & (€)(4) revised, 68 FR 14332, Mar. 25, 2003,
effectiveMay 1, 2003; para. (a)(1) revised, 68 FR 48286, Aug. 13, 2003,
effective Sept. 12, 2003; paras. (g) through (i) added, 69 FR 56481,
Sept. 21, 2004, effective Sept. 21, 2004]

RECORDSAND FILESOF THE PATENT AND
TRADEMARK OFFICE

8§ 1.1TFilesopen to the public.

(8) The specification, drawings, and all papersrelating
to thefile of: A published application; a patent; or a
statutory invention registration are open to inspection by
the public, and copies may be obtained upon the payment
of the fee set forth in § 1.19(b)(2). If an application was
published in redacted form pursuant to § 1.217, the
complete file wrapper and contents of the patent
application will not be available if: The requirements of
paragraphs (d)(1), (d)(2), and (d)(3) of § 1.217 have been
met in the application; and the application is still pending.
See § 2.27 of thistitle for trademark files.

(b) All reissue applications, all applicationsin which

the Office has accepted a request to open the complete
application to inspection by the public, and related papers
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inthe application file, are open to inspection by the public,
and copies may be furnished upon paying thefeetherefor.
The filing of reissue applications, other than continued
prosecution applications under § 1.53(d) of reissue
applications, will be announced in the Official Gazette.
The announcement shall include at least the filing date,
reissue application and original patent numbers, title, class
and subclass, name of the inventor, name of the owner of
record, name of the attorney or agent of record, and
examining group to which the reissue application is
assigned.

(c) All requests for reexamination for which all the
requirements of § 1.510 or § 1.915 have been satisfied
will be announced in the Official Gazette. Any
reexaminations at the initiative of the Director pursuant
to § 1.520 will also be announced in the Official Gazette.
The announcement shall include at least the date of the
request, if any, the reexamination request control number
or the Director initiated order control number, patent
number, title, class and subclass, name of the inventor,
name of the patent owner of record, and the examining
group to which the reexamination is assigned.

(d) All papers or copies thereof relating to a
reexamination proceeding which have been entered of
record in the patent or reexamination file are open to
inspection by the general public, and copies may be
furnished upon paying the fee therefor.

(€) Except as prohibited in § 41.6 (b), thefile of any
interferenceisopen to public inspection and copies of the
file may be obtained upon payment of the fee therefor.

[42 FR 5593, Jan. 28, 1977; 43 FR 28477, June 30, 1978; 46

FR 29181, May 29, 1981, para. (c), 47 FR 41272, Sept. 17, 1982,
effective Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; paras. (a), (b) and (€), 50 FR 9278, Mar. 7, 1985, effective
May 8, 1985; para. (€) revised, 60 FR 14488, Mar. 17, 1995, effective
Mar. 17, 1995; para. (b) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; para. (a) revised, 65 FR 57024, Sept. 20, 2000, effective
Nov. 29, 2000; para. (c) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003; para. (€) revised, 69 FR 49959, Aug. 12, 2004, effective
Sept. 13, 2004; para. (a) revised, 70 FR 56119, Sept. 26, 2005, effective
Nov. 25, 2005; para. (c) revised, 71 FR 44219, Aug. 4, 2006, effective
Aug. 4, 2006]

§ 1.12Assignment records open to publicinspection.

@

(1) Separate assignment records are maintained in
the United States Patent and Trademark Office for
patents and trademarks. The assignment records,
relating to original or reissue patents, including digests
and indexes (for assignments recorded on or after May
1, 1957), and published patent applications are open to
public inspection at the United States Patent and
Trademark Office, and copies of patent assignment
records may be obtained upon request and payment of
the fee set forth in § 1.19 of this chapter. See § 2.200
of thischapter regarding trademark assignment records.

(2) All records of assignments of patents recorded
before May 1, 1957, are maintained by the National
Archives and Records Administration (NARA). The
records are open to public inspection. Certified and
uncertified copies of those assignment records are
provided by NARA upon request and payment of the
fees required by NARA.

(b) Assignment records, digests, and indexesrelating
to any pending or abandoned patent application, which
isopen to the public pursuant to § 1.11 or for which copies
or access may be supplied pursuant to § 1.14, areavailable
to the public. Copies of any assignment records, digests,
and indexes that are not available to the public shall be
obtainable only upon written authority of the applicant
or applicant’s assignee or patent attorney or patent agent
or upon a showing that the person seeking such
information isabonafide prospective or actual purchaser,
mortgagee, or licensee of such application, unlessit shall
be necessary to the proper conduct of business before the
Office or as provided in this part.

(c) Any request by amember of the public seeking
copies of any assignment records of any pending or
abandoned patent application preserved in confidence
under § 1.14, or any information with respect thereto,
must:

(1) Beintheform of apetition including the fee
set forth in 8 1.17(q); or

(2) Include written authority granting accessto the
member of the public to the particular assignment
records from the applicant or applicant’s assignee or
attorney or agent of record.

(d) An order for a copy of an assignment or other
document should identify the reel and frame number
where the assignment or document is recorded. If a
document isidentified without specifying its correct reel
and frame, an extracharge as set forth in § 1.21(j) will
be made for the time consumed in making a search for
such assignment.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982; paras. (a)
and (c), 54 FR 6893, Feb. 15, 1989, effective April 17, 1989; paras. (a)
and (d), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991; paras.
(8(1) and (d), 57 FR 29641, July 6, 1992, effective Sept. 4, 1992; para.
(8)(2) added, 57 FR 29641, July 6, 1992, effective Sept. 4, 1992; para.
(c) amended, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995; para.
(c) amended, 61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996;
para. (c)(1) amended, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; paras. (8)(1) and (b) revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; paras. (a)(1) and (a)(2) revised, 68 FR 48286,
Aug. 13, 2003, effective Sept. 12, 2003; para. (b) revised, 69 FR 29865,
May 26, 2004, effective June 25, 2004; para. (c)(1) revised, 69 FR
56481, Sept. 21, 2004, effective Nov. 22, 2004]

8 1.13Copiesand certified copies.

(a) Non-certified copies of patents, patent application
publications, and of any records, books, papers, or
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drawings within the jurisdiction of the United States
Patent and Trademark Office and open to the public, will
be furnished by the United States Patent and Trademark
Officeto any person, and copies of other recordsor papers
will be furnished to persons entitled thereto, upon payment
of the appropriate fee. See § 2.201 of this chapter
regarding copies of trademark records.

(b) Certified copies of patents, patent application
publications, and trademark registrations and of any
records, books, papers, or drawingswithin the jurisdiction
of the United States Patent and Trademark Office and
open to the public or persons entitled thereto will be
authenticated by the seal of the United States Patent and
Trademark Office and certified by the Director, or in his
or her name, upon payment of the fee for the certified

copy.

[Revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994;
revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; para.
(b) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised,
68 FR 48286, Aug. 13, 2003, effective Sept. 12, 2003; para. (b) revised,
68 FR 70996, Dec. 22, 2003, effective Jan. 21, 2004]

§ 1.14Patent applications preserved in confidence.

(a) Confidentiality of patent application information.

Patent applications that have not been published under
35 U.S.C. 122(b) are generally preserved in confidence
pursuant to 35 U.S.C. 122(a). Information concerning the
filing, pendency, or subject matter of an application for
patent, including status information, and access to the
application, will only be given to the public as set forth
in 8 1.11 or in this section.

(1) Records associated with patent applications (see
paragraph (g) for international applications) may be
available in the following situations:

(i) Patented applications and statutory
invention registrations. Thefile of an application
that has issued as a patent or published as a
statutory invention registration is available to the
public as set forth in §1.11(a). A copy of the
patent application-as-filed, thefile contents of the
application, or a specific document in the file of
such an application may be provided upon request
and payment of the appropriate fee set forthin §
1.19(b).

(i) Published abandoned applications. The
file of an abandoned application that has been
published as a patent application publication is
availableto the public asset forthin § 1.11(a). A
copy of the application-as-filed, the file contents
of the published application, or a specific
document in the file of the published application
may be provided to any person upon request, and
payment of the appropriate fee set forthin §

1.19(b).
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(iii) Published pending applications. A copy
of the application-as-filed, the file contents of the
application, or a specific document in the file of
apending application that has been published as
a patent application publication may be provided
to any person upon request, and payment of the
appropriate fee set forthin 8 1.19(b). If aredacted
copy of the application was used for the patent
application publication, the copy of the
specification, drawings, and papers may belimited
to aredacted copy. The Office will not provide
access to the paper file of a pending application
that has been published, except as provided in
paragraph (c) or (i) of this section.

(iv) Unpublished abandoned applications
(including provisional applications) that are
identified or relied upon. The file contents of an
unpublished, abandoned application may be made
available to the public if the application is
identified in aU.S. patent, a statutory invention
registration, aU.S. patent application publication,
or an international patent application publication
of aninternational application that was published
in accordance with PCT Article 21(2). An
application is considered to have been identified
in a document, such as a patent, when the
application number or serial number and filing
date, first named inventor, title and filing date or
other application specific information are provided
in the text of the patent, but not when the same
identification is made in a paper in thefile
contents of the patent and is not included in the
printed patent. Also, thefile contents may be made
available to the public, upon a written request, if
benefit of the abandoned application is claimed
under 35 U.S.C. 119(e), 120, 121, or 365 in an
application that hasissued asaU.S. patent, or has
published as a statutory invention registration, a
U.S. patent application publication, or an
international patent application that was published
in accordance with PCT Article 21(2). A copy of
the application-as-filed, the file contents of the
application, or a specific document in the file of
the application may be provided to any person
upon written request, and payment of the
appropriate fee (8 1.19(b)).

(V) Unpublished pending applications
(including provisional applications) whose benefit
isclaimed. A copy of thefile contents of an
unpublished pending application may be provided
to any person, upon written request and payment
of the appropriatefee (8§ 1.19(b)), if the benefit of
the application isclaimed under 35 U.S.C. 119(e),
120, 121, or 365 in an application that has issued
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asaU.S. patent, an application that has published
asastatutory invention registration, aU.S. patent
application publication, or aninternational patent
application publication that was published in
accordance with PCT Article 21(2). A copy of the
application-as-filed, or aspecific document in the
file of the pending application may aso be
provided to any person upon written request, and
payment of the appropriate fee (§ 1.19(b)). The
Office will not provide access to the paper file of
apending application, except as provided in
paragraph (c) or (i) of this section.

(vi) Unpublished pending applications
(including provisional applications) that are
incorporated by reference or otherwiseidentified .
A copy of the application as originaly filed of an
unpublished pending application may be provided
to any person, upon written request and payment
of the appropriate fee (8 1.19(b)), if the
application isincorporated by reference or
otherwise identified in aU.S. patent, a statutory
invention registration, a U.S. patent application
publication, or an international patent application
publication that was published in accordance with
PCT Article 21(2). The Office will not provide
access to the paper file of a pending application,
except as provided in paragraph (c) or (i) of this
section.

(vii) When a petition for access or a power
to inspect is required. Applications that were not
published or patented, that are not the subject of
abenefit claim under 35 U.S.C. 119(e), 120, 121,
or 365 in an application that hasissued asa U.S.
patent, an application that has published asa
statutory invention registration, a U.S. patent
application publication, or aninternational patent
application publication that was published in
accordance with PCT Article 21(2), or are not
identified in aU.S. patent, a statutory invention
registration, aU.S. patent application publication,
or an international patent application that was
published in accordance with PCT Article 21(2),
are not availableto the public. If an applicationis
identified in the file contents of another
application, but not the published patent
application or patent itself, a granted petition for
access (see paragraph (i)) or a power to inspect
(see paragraph (c)) is necessary to obtain the
application, or a copy of the application.

(2) Information concerning a patent application

through (8)(1)(vi) of this section. Theinformation that
may be communicated to the public (i.e, status
information) includes:

(i) Whether the application is pending,
abandoned, or patented;

(i1) Whether the application has been
published under 35 U.S.C. 122(b);

(iii) The application “numerical identifier”
which may be:

(A) Theeight-digit application number
(the two-digit series code plusthe six-digit
serial number); or

(B) The six-digit serial number plus
any one of thefiling date of the national
application, the international filing date,
or date of entry into the national stage; and

(iv) Whether another application claimsthe
benefit of the application ( i.e., whether there are
any applicationsthat claim the benefit of thefiling
date under 35 U.S.C. 119(e), 120, 121 or 365 of
the application), and if there are any such
applications, the numerical identifier of the
application, the specified relationship between the
applications ( e.g., continuation), whether the
application is pending, abandoned or patented,
and whether the application has been published
under 35 U.S.C. 122(b).

(b) Electronic accessto an application. Where acopy
of the application file or accessto the application may be
made available pursuant to this section, the Office may
at its discretion provide accessto only an electronic copy
of the specification, drawings, and file contents of the
application.

(c) Power toinspect a pending or abandoned
application. Accessto an application may be provided to
any person if the application file is available, and the
application contains written authority ( e.g., a power to
inspect) granting access to such person. The written
authority must be signed by:

(1) An applicant;
(2) An attorney or agent of record;

(3) An authorized official of an assignee of record
(made of record pursuant to § 3.71 of this chapter); or

(4) A registered attorney or agent named in the
papers accompanying the application papersfiled under
§ 1.53 or the national stage documents filed under 8§
1.495, if an executed oath or declaration pursuant to §

may be communicated to the public if the patent
applicationisidentified in apublished patent document
or in an application as set forth in paragraphs (a) (1)(i)

1.63 or § 1.497 has not been filed.
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(d) Applications reported to Department of Energy.
Applicationsfor patentswhich appear to disclose, purport
to disclose or do discloseinventionsor discoveriesrelating
to atomic energy are reported to the Department of
Energy, which Department will be given access to the
applications. Such reporting does not congtitute a
determination that the subject matter of each application
so reported isin fact useful or isaninvention or discovery,
or that such application in fact discloses subject matter
in categories specified by 42 U.S.C. 2181(c) and (d).

(e) Decisions by the Director. Any decision by the
Director that would not otherwise be open to public
inspection may be published or made availablefor public
inspection if:

(1) The Director believes the decision involves an
interpretation of patent laws or regulations that would
be of precedential value; and

(2) The applicant isgiven notice and an opportunity
to object in writing within two months on the ground
that the decision discloses a trade secret or other
confidential information. Any objection must identify
the deletions in the text of the decision considered
necessary to protect the information, or explain why
the entire decision must be withheld from the public
to protect such information. An applicant or party will
be given time, not less than twenty days, to request
reconsideration and seek court review before any
portions of a decision are made public under this
paragraph over his or her objection.

(f) Publication pursuant to § 1.47. Information asto
thefiling of an application will be published in the Official
Gazette in accordance with § 1.47(c).

(9) International applications.

(1) Copies of international application files for
international applicationswhich designatethe U.S. and
which have been published in accordance with PCT
Article 21(2), or copies of adocument in such
application files, will be furnished in accordance with
PCT Articles 30 and 38 and PCT Rules 94.2 and 94.3,
upon written request including a showing that the
publication of the application has occurred and that the
U.S. was designated, and upon payment of the
appropriate fee (see § 1.19(b)), if:

(i) With respect to the Home Copy (the copy
of theinternational application kept by the Office
in its capacity as the Receiving Office, see PCT
Article 12(1)), the international application was
filed with the U.S. Receiving Office;

(i) With respect to the Search Copy (the copy
of an international application kept by the Office
in its capacity as the International Searching
Authority, see PCT Article 12(1)), the U.S. acted
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asthe International Searching Authority, except
for the written opinion of the International
Searching Authority which shall not be available
until the expiration of thirty months from the
priority date; or

(ii1) With respect to the Examination Copy
(the copy of an international application kept by
the Office in its capacity as the International
Preliminary Examining Authority), the United
States acted as the International Preliminary
Examining Authority, an International Preliminary
Examination Report has issued, and the United
States was elected.

(2) A copy of an English language translation of a
publication of an international application which has
been filed in the United States Patent and Trademark
Office pursuant to 35 U.S.C. 154(d)(4) will be
furnished upon written request including a showing
that the publication of the application in accordance
with PCT Article 21(2) has occurred and that the U.S.
was designated, and upon payment of the appropriate
fee (8§ 1.19(b)(4)).

(3) Access to international application files for
international applicationswhich designatethe U.S. and
which have been published in accordance with PCT
Article 21(2), or copies of adocument in such
application files, will be permitted in accordance with
PCT Articles 30 and 38 and PCT Rules 44 ter.1, 94.2
and 94.3, upon written request including a showing
that the publication of the application has occurred and
that the U.S. was designated.

(4) In accordance with PCT Article 30, copies of
an international application-as-filed under paragraph
(&) of this section will not be provided prior to the
international publication of the application pursuant to
PCT Article 21(2).

(5) Access to international application files under
paragraphs (a)(1)(i) through (a)(1)(vi) and (g)(3) of
this section will not be permitted with respect to the
Examination Copy in accordance with PCT Article 38.

(h) Accessby a Foreign Intellectual Property Office.

(1) Access to the application-as-filed may be
provided to any foreign intellectual property office
participating with the Officein abilateral or multilateral
priority document exchange agreement (participating
foreign intellectual property office), if the application
containswritten authority granting such access. Written
authority under this paragraph should be submitted
prior to filing a subsequent foreign application with a
participating intellectual property officein which
priority is claimed to the patent application.
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(2) Written authority provided under paragraph
(h)(2) of this section must include thetitle of the
invention (8 1.71(a)), comply with the requirements of
paragraph (c) of this section, and be submitted on a
separate document (8 1.4(c)).

(3) Written authority provided under paragraph
(h)(1) of this section will be treated as authorizing the
Officeto provideto all participating foreign intellectual
property officesindicated in the written authority in
accordance with their respective agreements with the
Office:

(i) A copy of the application-as-filed; and

(i) A copy of the application-as-filed with
respect to any application the filing date of which
is claimed by the application in which written
authority under paragraph (h)(1) of thissectionis
filed.

(i) Accessor copiesin other circumstances. The
Office, either sua sponte or on petition, may also provide
access or copies of all or part of an application if
necessary to carry out an Act of Congressor if warranted
by other specia circumstances. Any petition by amember
of the public seeking accessto, or copies of, al or part of
any pending or abandoned application preserved in
confidence pursuant to paragraph (a) of this section, or
any related papers, must include:

(1) Thefee set forthin § 1.17(g); and

(2) A showing that access to the application is
necessary to carry out an Act of Congress or that special
circumstances exist which warrant petitioner being
granted accessto al or part of the application.

[42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978; para.
(e) added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982; para.
(b), 49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (d), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (b), 50 FR 9378,
Mar. 7, 1985, effective May 8, 1985; 53 FR 23733, June 23, 1988; para.
(e), 54 FR 6893, Feb. 15, 1989, effective April 17, 1989; para. (b)
revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994; para. (€)
amended, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995; paras.
(@), (b) and (e) amended, 61 FR 42790, Aug. 19, 1996, effective Sept.
23, 1996; para. (a) revised & para. (f) added, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997; para. (g) added, 63 FR 29614, June 1,
1998, effective July 1, 1998, (adopted asfinal, 63 FR 66040, Dec. 1,
1998); revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
paras. (a), (b), (c), (), (i) and (j) revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; para (h) corrected, 65 FR 78958, Dec. 18, 2000;
para.(i)(2) revised, 66 FR 67087, Dec. 28, 2001, effective Dec. 28, 2001,
para. (d)(4) revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002;
paras. (9) & (g)(1) revised, 68 FR 14332, Mar. 25, 2003, effective May
1, 2003; revised, 68 FR 38611, June 30, 2003, effective July 30, 2003;
paras. (g)(1)(ii) & (g)(3) revised, 68 FR 59881, Oct. 20, 2003, effective
Jan. 1, 2004; para. (g)(1)(ii) corrected, 68 FR 67805, Dec., 4, 2003;
para. (9)(5) revised, 68 FR 67805, Dec. 4, 2003, effective Jan. 1, 2004;
para. (g)(2) revised, 68 FR 70996, Dec. 22, 2003, effective Jan. 21,
2004; para. (e) revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13,
2004; para. (h)(1) revised, 69 FR 56481, Sept. 21, 2004, effective Nov.
22, 2004; paras. (a)(1)(ii), (@)(1)(v), (@(1)(vi), @(D)(vii), (@)(2)

introductory text, & (b) revised, para. (h) redesignated as para. (i) and
para. (h) added, 72 FR 1664, Jan. 16, 2007, effective Jan. 16, 2007]

§ 1.19Reserved]
(Editor’s note: substance supplanted by Part 102)

[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26, 1969;
amended 53 FR 47685, Nov. 25, 1988, effective Dec. 30, 1988; removed
and reserved, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

FEESAND PAYMENT OF MONEY

§ 1.16\ational application filing, search, and
examination fees.

(a) Basic feefor filing each application under 35
U.S.C. 111 for an original patent, except design, plant, or
provisional applications:

(1) For an application filed on or after December
8, 2004:
By asmall entity (§ 1.27(a)) if the application is submitted
in compliance with the Office electronic filing system
(8 1.27(b)(2))$82.00
By asmall entity (8 1.27(a))$165.00
By other than a small entity$330.00

(2) For an application filed before December 8,
2004:
By asmall entity (8 1.27(a))$425.00
By other than a small entity$850.00

(b) Basic feefor filing each application for an original
design patent:

(2) For an application filed on or after December
8, 2004:
By asmall entity (8 1.27(a))$110.00
By other than asmall entity$220.00

(2) For an application filed before December 8,
2004:
By asmall entity (§ 1.27(a))$190.00
By other than a small entity$380.00

(c) Basicfeefor filing each application for an original
plant patent:

(1) For an application filed on or after December
8, 2004:
By a small entity (8 1.27(a))$110.00
By other than a small entity$220.00

(2) For an application filed before December 8,
2004:
By asmall entity (8 1.27(a))$300.00
By other than a small entity$600.00

(d) Basic feefor filing each provisiona application:
By asmall entity (8 1.27(a))$110.00
By other than asmall entity$220.00
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(e) Basicfeefor filing each application for the reissue
of apatent:

(1) For an application filed on or after December
8, 2004:
By asmall entity (8§ 1.27(a))$165.00
By other than a small entity$330.00

(2) For an application filed before December 8,
2004:
By asmall entity (8§ 1.27(a))$425.00
By other than a small entity$850.00

(f) Surchargefor filing any of the basic filing fee, the
search fee, the examination fee, or the oath or declaration
on adate later than the filing date of the application,
except provisional applications:

By asmall entity (§ 1.27(a))$65.00

By other than asmall entity$130.00

(g) Surcharge for filing the basic filing fee or cover
sheet (8 1.51(c)(1)) on adate later than the filing date of
the provisional application::

By asmall entity (8 1.27(a))$25.00

By other than a small entity$50.00

(h) In addition to the basic filing fee in an application,
other than a provisional application, for filing or later
presentation at any other time of each claimin
independent form in excess of 3:

By asmall entity (8 1.27(a))$110.00

By other than a small entity$220.00

(i) In addition to the basic filing feein an application,
other than a provisional application, for filing or later
presentation at any other time of each claim (whether
dependent or independent) in excess of 20 (note that §
1.75(c) indicates how multiple dependent claims are
considered for fee calculation purposes):

By asmall entity (8§ 1.27(a))$26.00

By other than a small entity$52.00

(j) In addition to the basic filing fee in an application,
other than a provisional application, that contains, or is
amended to contain, a multiple dependent claim, per
application:

By asmall entity (8§ 1.27(a))$195.00

By other than a small entity$390.00

(K) Search fee for each application filed under 35
U.S.C. 111 on or after December 8, 2004, for an original
patent, except design, plant, or provisiona applications:

By asmall entity (8§ 1.27(a))$270.00

By other than a small entity$540.00

() Search fee for each application filed on or after
December 8, 2004, for an original design patent:

By asmall entity (8§ 1.27(a))$50.00

By other than asmall entity$100.00
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(m) Search fee for each application filed on or after
December 8, 2004, for an original plant patent:

By asmall entity (8 1.27(a))$165.00

By other than asmall entity$330.00

(n) Search fee for each application filed on or after
December 8, 2004, for the reissue of a patent:

By asmall entity (§ 1.27(a))$270.00

By other than a small entity$540.00

(o) Examination fee for each application filed under
35 U.S.C. 111 on or after December 8, 2004, for an
original patent, except design, plant, or provisional
applications:

By asmall entity (§ 1.27(a))$110.00

By other than a small entity$220.00

(p) Examination fee for each application filed on or
after December 8, 2004, for an original design patent:

By asmall entity (8§ 1.27(a))$70.00

By other than a small entity$140.00

(q) Examination fee for each application filed on or
after December 8, 2004, for an original plant patent:

By asmall entity (8 1.27(a))$85.00

By other than a small entity$170.00

(r) Examination fee for each application filed on or
after December 8, 2004, for the reissue of a patent:

By asmall entity (8§ 1.27(a))$325.00

By other than asmall entity$650.00

(s) Application size fee for any application under 35
U.S.C. 111 filed on or after December 8, 2004, the
specification and drawings of which exceed 100 sheets
of paper, for each additional 50 sheets or fraction thereof:

By asmall entity (§ 1.27(a))$135.00

By other than asmall entity$270.00

(t) Non-electronic filing fee for any application under
35 U.S.C. 111(a) that isfiled on or after November 15,
2011, other than by the Office electronic filing system,
except for areissue, design, or plant application:

By asmall entity (§ 1.27(a))$200.00

By other than a small entity$400.00

[Added, 47 FR 41273, Sept. 17, 1982, effective date Oct. 1,
1982; 50 FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985; paras.
(@), (b), (d) - (i), 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989;
paras. (8)-(j), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
paras. (8)-(d) and (f)-(j), 57 FR 38190, Aug. 21, 1992, effective Oct. 1,
1992; paras. (a), (b), (d) and (f)-(i), 59 FR 43736, Aug. 25, 1994,
effective Oct. 1, 1994; paras. (8)-(g) amended and paras. (k) and (1)
added, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995; paras. (a),
(b), (d), & (f)-(i) amended, 60 FR 41018, Aug. 11, 1995, effective Oct.
1, 1995; paras. (8), (b), (d), and (f)-(i) anended and para. (m) added,
61 FR 39585, July 30, 1996, effective Oct. 1, 1996; paras. (), (b), (d),
and () - (i) amended, 62 FR 40450, July 29, 1997, effective Oct. 1,
1997; paras. (d) & (I) amended, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; paras. (a)-(d) and (f)-(j) revised, 63 FR 6758, Dec. 8,
1998, effective Nov. 10, 1998; paras. (a) and (b) revised, 64 FR 67774,
Dec. 3, 1999, effective Dec. 29, 1999; paras. (a), (b), (d), and (f)-(i)
revised, 65 FR 49193, Aug. 11, 2000, effective Oct. 1, 2000; paras.
(@)-(1) revised, 65 FR 78958, Dec. 18, 2000; paras. (a), (b), (d), (f)-(i)
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and (k) revised, 66 FR 39447, July 31, 2001, effective Oct. 1, 2001,
paras. (a), (g), and (h) revised, 67 FR 70847, Nov. 27, 2002, effective
Jan. 1, 2003; paras. (), (b), (d), and (f) through (i) revised, 68 FR 41532,
July 14, 2003, effective Oct. 1, 2003; paras. (a), (b), (d), and (f) through
(i) revised, 69 FR 52604, Aug. 27, 2004, effective Oct. 1, 2004; revised,
70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004; paras. (f) and (s)
revised, 70 FR 30360, May 26, 2005, effective July 1, 2005; paras. (a)
through (e) and (h) through (s) revised, 72 FR 46899, Aug. 22, 2007,
effective Sept. 30, 2007; paras. (a) through (€), (h) through (k), and (m)
through (s) revised, 73 FR 47534, Aug. 14, 2008, effective Oct. 2, 2008;
para. (t) added, 76 FR 70651, Nov. 15, 2011, effective Nov. 15, 2011]
§ 1.17atent application and reexamination

processing fees.
(a) Extension fees pursuant to § 1.136(a):

(2) For reply within first month:
By asmall entity (§ 1.27(a))$65.00
By other than a small entity$130.00

(2) For reply within second month:
By asmall entity (8 1.27(a))$245.00
By other than asmall entity$490.00

(3) For reply within third month:
By asmall entity (8§ 1.27(a))$555.00
By other than a small entity$1,110.00

(4) For reply within fourth month:
By asmall entity (8§ 1.27(a))$865.00
By other than asmall entity$1,730.00

(5) For reply within fifth month:
By asmall entity (§ 1.27(a))$1,175.00
By other than asmall entity$2,350.00

(b) For feesin proceedings before the Board of Patent
Appeals and Interferences, see 8§ 41.20 of thistitle.

(c) For filing arequest for prioritized examination
under § 1.102(e):

By asmall entity (§ 1.27(a))$2,400.00

By other than asmall entity $4,800.00

(d) [Reserved]

(e) To request continued examination pursuant to §
1.114:

By asmall entity (§1.27(a))$405.00

By other than asmall entity$810.00

)

For filing a petition under one of the following
sections which refers to this paragraph: $400.00.
§1.36(a)—for revocation of apower of attorney by fewer
than all of the applicants.§ 1.53(e)—to accord afiling
date. § 1.57(a)—to accord afiling date. § 1.182—for
decision on a question not specifically provided for. §
1.183—to suspend therules. § 1.378(e)—for
reconsideration of decision on petition refusing to accept
delayed payment of maintenancefeein an expired patent.
§1.741(b)—to accord afiling date to an application under
§1.740 for extension of a patent term.

(9)

For filing a petition under one of the following
sections which refers to this paragraph: .$200.00
§ 1.12—for access to an assignment record. § 1.14—for
access to an application. § 1.47—for filing by other than
al theinventors or a person not the inventor. § 1.59—for
expungement of information. §_1.103(a)—to suspend
action in an application. § 1.136(b)—for review of a
reguest for extension for extension of time when the
provisions of §1.136 (a) are not available. § 1.295—for
review of refusal to publish a statutory invention
registration. § 1.296—to withdraw a request for
publication of a statutory invention registration filed on
or after the date the notice of intent to publish issued. §
1.377—for review of decision refusing to accept and
record payment of a maintenance fee filed prior to
expiration of a patent. § 1.550(c)—for patent owner
requests for extension of timein ex parte reexamination
proceedings. 8 1.956—for patent owner requests for
extension of timein inter partes reexamination
proceedings. § 5.12—for expedited handling of aforeign
filing license. § 5.15—for changing the scope of alicense.
§ 5.25—for retroactive license.

(h)

For filing a petition under one of the following
sections which refers to this paragraph$130.00
§ 1.19(g)—to request documents in aform other than
provided in this part.§ 1.84—for accepting color drawings
or photographs. § 1.91—for entry of amodel or exhibit.§
1.102(d)—to make an application special.§ 1.138(c)—to
expressly abandon an application to avoid publication. §
1.313—to withdraw an application from issue. §
1.314—to defer issuance of a patent.

(i)

Processing fee for taking action under one of the
following sectionswhich refersto this paragraph: $130.00
§ 1.28(c)(3)—for processing anon-itemized fee deficiency
based on an error in small entity status. § 1.41—for
supplying the name or names of the inventor or inventors
after the filing date without an oath or declaration as
prescribed by § 1.63, except in provisional applications.
§1.48—for correcting inventorship, except in provisional
applications. 8 1.52(d)—for processing a nonprovisional
application filed with a specification in alanguage other
than English. § 1.53(b)(3)—to convert a provisiona
application filed under § 1.53(c) into a nonprovisional
application under § 1.53(b). § 1.55—for entry of late
priority papers. §81.71(g)(2)—for processing a belated
amendment under 8§ 1.71(g). 8 1.99(e)—for processing a
belated submission under § 1.99. § 1.102(e)—for
reguesting prioritized examination of an application. §
1.103(b)—for requesting limited suspension of action,
continued prosecution application for adesign patent (8
1.53(d)). §.1.103(c)—for requesting limited suspension
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of action, request for continued examination (8 1.114).
§ 1.103(d)—for requesting deferred examination of an
application. 8 1.217—for processing a redacted copy of
a paper submitted in the file of an application in which a
redacted copy was submitted for the patent application
publication. § 1.221—for requesting voluntary publication
or republication of an application. § 1.291(c)(5)—for
processing a second or subsequent protest by the same
real party ininterest.§ 1.497(d)—for filing an oath or
declaration pursuant to 35 U.S.C._371(c)(4) naming an
inventive entity different from the inventive entity set
forthin the international stage. § 3.81—for a patent to
issue to assignee, assignment submitted after payment of
theissue fee.

()

For filing apetition to ingtitute a public use proceeding
under § 1.292$1,510.00

(k)
For filing arequest for expedited examination under
§ 1.155(a)$900.00

() For filing a petition for the revival of an
unavoidably abandoned application under 35 U.S.C. 111,
133, 364, or 371, for the unavoidably delayed payment
of the issue fee under 35 U.S.C. 151, or for the revival of
an unavoidably terminated reexamination proceeding
under 35 U.S.C. 133 (§ 1.137(a)):

By asmall entity (8§ 1.27(a))$270.00

By other than asmall entity$540.00

(m) For filing a petition for the revival of an
unintentionally abandoned application, for the
unintentionally delayed payment of the fee for issuing a
patent, or for the revival of an unintentionally terminated
reexamination proceeding under 35 U.S.C. 41(a)(7) (8
1.137 (b)):

By asmall entity (8§ 1.27(a))$310.00

By other than a small entity$1,620.00.

(n)

For requesting publication of a statutory invention
registration prior to the mailing of the first examiner’s
action pursuant to § 1.104%$920.00 reduced by the amount
of the application basic filing fee paid.

(0)

For regquesting publication of a statutory invention
registration after the mailing of thefirst examiner’saction
pursuant to § 1.104%1,840.00 reduced by the amount of
the application basic filing fee paid.

()

For an information disclosure statement under §
1.97(c) or (d) or asubmission under § 1.99$180.00

(@

Processing fee for taking action under one of the
following sections which refers to this paragraph$50.00
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§ 1.41—to supply the name or names of the inventor or
inventors after the filing date without a cover sheet as
prescribed by § 1.51(c)(1) in aprovisional application8
1.48—for correction of inventorship in aprovisiona
application.§ 1.53(c)(2) —to convert a nonprovisional
application filed under § 1.53(b) to a provisiona

application under § 1.53(c).
(r) For entry of asubmission after final rejection under

§ 1.129(a):
By asmall entity (§ 1.27(a))$405.00
By other than a small entity$810.00

(s) For each additional invention requested to be
examined under § 1.129(b):

By asmall entity (§ 1.27(a))$405.00

By other than a small entity$810.00

(t)

For the acceptance of an unintentionally delayed claim
for priority under 35 U.S.C. 119, 120, 121, or 365(a) or
(c) (88 1.55 and 1.78) or for filing arequest for the
restoration of theright of priority under § 1.452$1,410.00

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;
para. (h), 48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983; para. (h),
49 FR 13461, Apr. 4, 1984, effective June 4, 1984; para. (h), 49 FR
34724, Aug. 31, 1984, effective Nov. 1, 1984; paras. (€), (g), (h) and
(i), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (h), (n)
and (c), 50 FR 9379, Mar. 7, 1985, effective May 8, 1985; 50 FR 31824,
Aug. 6, 1985, effective Oct. 5, 1985; paras. (a)- (m), 54 FR 6893, Feb.
15, 1989, 54 FR 9431, March 7, 1989, effective Apr. 17, 1989; para.
()(2), 54 FR 47518, Nov. 15, 1989, effective Jan. 16, 1990; paras.
(8)-(0), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991; para.
(1)(1), 57 FR 2021, Jan. 17, 1992, effective March 16, 1992; para. (p)
added, 57 FR 2021, Jan. 17, 1992, effective March 16, 1992; para. (i)(1),
57 FR 29642, July 6, 1992, effective Sept. 4, 1992; corrected 57 FR
32439, July 22, 1992; paras. (b)-(g), (j), and (m)-(0), 57 FR 38190, Aug.
21, 1992, effective Oct. 1, 1992; para. (h), 58 FR 38719, July 20, 1993,
effective Oct. 1, 1993; paras. (b)-(g), (j) and (m)-(p), 59 FR 43736, Aug.
25, 1994, effective Oct. 1, 1994; paras. (h) & (i) amended and paras.
(9)-(s) added, 67 FR 20195, Apr. 25, 1995, effective June 8, 1995; paras.
(b)-(9), (j), (m)-(p), (r) & (s) amended, 60 FR 41018, Aug. 11, 1995,
effective Oct. 1, 1995; paras. (b)-(9), (j), (m)-(p), (r) and (s) amended,
61 FR 39585, July 30, 1996, effective Oct. 1, 1996; paras. (b)-(9), (),
(m)-(p), (r) & (s) amended, 62 FR 40450, July 29, 1997, effective Oct.
1, 1997; paras. (a) - (d), (h), (i) & (q) revised, paras. (€)-(g) reserved,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (q) corrected,
62 FR 61235, Nov. 17, 1997, effective Dec. 1, 1997; paras. (a)-(d), (1)
and (m) revised, 63 FR 67578, Dec. 8, 1998, effective Nov. 10, 1998;
paras. (r) and (s) revised, 63 FR 67578, Dec. 8, 1998, effective Dec. 8,
1998; paras. (r) and (s) revised, 64 FR 67774, Dec. 3, 1999, effective
Jan. 10, 2000; para. (e) added and para. (i) revised, 65 FR 14865, Mar.
20, 2000, effective May 29, 2000 (adopted asfinal, 65 FR 50092, Aug.
16, 2000); paras. (a)-(€), (m), (r) and (s) revised, 65 FR 49193, August
11, 2000, effective October 1, 2000; paras. (h), (i), (k), (1), (m), (p), and
() revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; heading
and paras. (h), (i), (), (m) and (p) revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; para. (t) added, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; paras. (a)-(€), (r) and (s) revised, 65 FR 78958,
Dec. 18, 2000; heading and para. (h) revised, 66 FR 47387, Sept. 12,
2001, effective Sept. 12, 2001; paras. (8)(2)-(8)(5), (b)-(€), (m) and
(r)-(t) revised, 66 FR 39447, July 31, 2001, effective Oct. 1, 2001; paras.
(8(2) through (8)(5), (e), (m), and (r) through (t) revised, 67 FR 70847,
Nov. 27, 2002, effective Jan. 1, 2003; para. (h) revised, 68 FR 38611,
June 30, 2003, effective July 30, 2003; paras. (a)(2) through (a)(5), (b)
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through (e), (m), and (r) through (t) revised, 68 FR 41532, July 14, 2003,
effective Oct. 1, 2003; paras. (c) and (d) removed and reserved and
paras. (b) and (h) revised, 69 FR 49959, Aug. 12, 2004, effective Sept.
13, 2004; paras. (8)(2) through (8)(5), (€), (M), and (r) through (t) revised,
69 FR 52604, Aug. 27, 2004, effective Oct. 1, 2004; paras. (f) and (g)
added and paras. (h) and (i) revised, 69 FR 56481, Sept. 21, 2004,
effective Nov. 22, 2004; paras. (a), (1) and (m) revised, 70 FR 3880,
Jan. 27, 2005, effective Dec. 8, 2004; para. (i) revised, 70 FR 54259,
Sept. 14, 2005, effective Sept. 14, 2005; para. (f) revised, 70 FR 56119,
Sept. 26, 2005, effective Nov. 25, 2005; paras. (I) & (m) revised, 72 FR
18892, Apr. 16, 2007, effective May 16, 2007; paras. (a)(2) through
@)(5), (e), (1), (m), and (r) through (t) revised, 72 FR 46899, Aug. 22,
2007, effective Sept. 30, 2007; paras. (a)(4) and (a)(5) corrected, 72 FR
55055, Sept. 28, 2007, effective Sept. 30, 2007; para. (f) revised, 72 FR
46716, Aug. 21, 2007 (implementation enjoined and never became
effective); para (t) revised, 72 FR 51559, Sept. 10, 2007, and corrected
72 FR 57864, Oct. 11, 2007, effective Nov. 9, 2007; paras. (a), (1), and
(m) revised, 73 FR 47534, Aug. 14, 2008, effective Oct. 2, 2008; para.
(f) revised, 74 FR 52686, Oct. 14, 2009, effective Oct. 14, 2009 (to
remove changes made by thefinal rulesin 72 FR 46716 from the CFR);
para. (¢) added and para. (i) revised, 76 FR 18399, Apr. 4, 2011, effective
date delayed until further notice, 76 FR 23876, April 29, 2011 and
withdrawn effective Sept. 23, 2011, 76 FR 59050, Sept. 23, 2011; para.
(c) added and para. (i) revised, 76 FR 59050, Sept. 23, 2011, effective
Sept. 26, 2011]

§ 1.18atent post allowance (including issue) fees.

(a) Issue feefor issuing each original patent, except
adesign or plant patent, or for issuing each reissue patent:

By asmall entity (8§ 1.27(a))$755.00

By other than asmall entity$1,510.00

(b) Issue fee for issuing an original design patent:
By asmall entity (§ 1.27(a))$430.00
By other than asmall entity$860.00

(c) Issuefeefor issuing an original plant patent:
By asmall entity (8 1.27(a))$595.00
By other than a small entity$1,190.00

(d)
Publication fee$300.00

(€)
For filing an application for patent term adjustment
under § 1.705%$200.00

(f)

For filing arequest for reinstatement of all or part of
the term reduced pursuant to § 1.704(b) in an application
for patent term adjustment under § _1.705%$400.00

[Added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;
50 FR 31824, Aug. 6, 1985, effective Oct. 5, 1985; revised, 54 FR 6893,
Feb. 15, 1989, effective Apr. 17, 1989; revised, 56 FR 65142, Dec. 13.
1991, effective Dec. 16, 1991, paras. (a)-(c), 57 FR 38190, Aug. 21,
1992, effective Oct. 1, 1992; revised, 59 FR 43736, Aug. 25, 1994,
effective Oct. 1, 1994; amended, 60 FR 41018, Aug. 11, 1995, effective
Oct. 1, 1995; amended, 61 FR 39585, July 30, 1996, effective Oct. 1,
1996; amended, 62 FR 40450, July 29, 1997, effective Oct. 1, 1997;
amended, 63 FR 67578, Dec. 8, 1998, effective Nov. 10, 1998; revised,
65 FR 49193, Aug. 11, 2000, effective Oct. 1, 2000; heading revised
and paras. (d)-(f) added, 65 FR 56366, Sept. 18, 2000, effective Nov.
17, 2000; para. (d) revised, 65 FR 57024, Sept. 20, 2000, effective Nov.
29, 2000; paras. (a)-(c) revised, 65 FR 78958, Dec. 18, 2000; paras.
(a)-(c) revised, 66 FR 39447, July 31, 2001, effective Oct. 1, 2001;
paras. (a) through (c) revised, 67 FR 70847, Nov. 27, 2002, effective

Jan. 1, 2003; paras. (a) through (c) revised, 68 FR 41532, July 14, 2003,
effective Oct. 1, 2003; paras. (a) through (c) revised, 69 FR 52604, Aug.
27,2004, effective Oct. 1, 2004; paras. (a)-(c) revised, 70 FR 3880, Jan.
27, 2005, effective Dec. 8, 2004; paras. (a) through (c) revised, 72 FR
46899, Aug. 22, 2007, effective Sept. 30, 2007; paras. (a) through (c)
revised, 73 FR 47534, Aug. 14, 2008, effective Oct. 2, 2008]

§ 1.1Document supply fees.

The United States Patent and Trademark Office will
supply copies of the following patent-related documents
upon payment of the feesindicated. Paper copies will be
in black and white unless the original document is in
color, a color copy is requested and the fee for a color
copy is paid.

(8) Uncertified copies of patent application
publications and patents:

1)

Printed copy of the paper portion of a patent
application publication or patent, including adesign
patent, statutory invention registration, or defensive
publication document. Service includes preparation of
copies by the Office within two to three business days
and delivery by United States Postal Service; and
preparation of copies by the Office within one business
day of receipt and delivery to an Office Box or by
electronic means( e.g., facsimile, e ectronic mail)$3.00

)
Printed copy of a plant patent in color$15.00

©)

Color copy of apatent (other than a plant patent)
or statutory invention registration containing a color
drawing $25.00

(b) Copies of Office documentsto be provided in
paper, or in electronic form, as determined by the Director
(for other patent-related materials see § 1.21(k)):

(1) Copy of a patent application asfiled, or a
patent-related file wrapper and contents, stored in paper
in apaper filewrapper, in animage format in animage
file wrapper, or if color documents, stored in paper in
an Artifact Folder:

(i) If provided on paper:
(A)
Application as filed $20.00.

(B)
File wrapper and contents of 400 or
fewer pages$200.00.

©)

Additional feefor each additional 100
pages or portion thereof of file wrapper
and contents$40.00.

(D)
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Individual application documents,
other than application asfiled, per
document$25.00.

(i) If provided on compact disc or other
physical electronic medium in single order:

(A)
Application as filed$20.00.

(B)
File wrapper and contents, first
physical electronic medium:$55.00.

©

Additional fee for each continuing
physical electronic medium in the single
order of paragraph (b)(1)(ii)(B) of this
section: $15.00.

(iii) If provided electronically ( e.g., by
electronic transmission) other than on a physical
electronic medium as specified in paragraph
(b)(1)(ii) of this section:

(A)
Application as filed:$20.00.

(B)
File wrapper and contents.$55.00.
(iv)
If provided to aforeign intellectual property
office pursuant to a priority document exchange
agreement (see § 1.14 (h)(1))0.00

(2) Copy of patent-related file wrapper contents
that were submitted and are stored on compact disc or
other electronic form ( e.g., compact discs stored in an
Artifact Folder), other than as available in paragraph
(b)(2) of this section:

(i) If provided on compact disc or other
physical electronic medium in asingle order:

(A)

First physical electronic mediumin a
single order:$55.00.

(B)

Additional fee for each continuing
physical electronic medium in the single
order of paragraph (b)(2)(i) of this
section: $15.00.

(i)
If provided electronically other than on a
physical electronic medium per order:$55.00.
(©)
Copy of Office records, except copies available
under paragraph (b)(1) or (2) of this section:$25.00.
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4
For assignment records, abstract of title and
certification, per patent:$25.00.

(©)

Library service (35 U.S.C. 13): For providing
to libraries copies of al patentsissued annually, per
annum $50.00

(d)
For list of al United States patents and statutory
invention registrations in a subclass$3.00

(€)

Uncertified statement as to status of the payment of
maintenance fees due on a patent or expiration of a
patent$10.00

(f)
Uncertified copy of a non-United States patent
document, per document$25.00

(9) Petitions for documentsin aform other than that
provided by thispart, or inaform other than that generally
provided by the Director, will be decided in accordance
with the merits of each situation. Any petition seeking a
decision under this section must be accompanied by the
petition fee set forth in § 1.17 (h) and, if the petition is
granted, the documents will be provided at cost.

(h) [Reserved]

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1, 1982,
para. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1, 1984; paras.
(f) and (g) added, 49 FR 34724, Aug. 31, 1984, effective date Nov. 1,
1984; paras. (a) and (c), 50 FR 9379, Mar. 7, 1985, effective date May
8,1985; 50 FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985; revised,
54 FR 6893, Feb. 15, 1989; 54 FR 9432, March 7, 1989, effective Apr.
17, 1989, revised 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
paras. (b)(4), (f) and (h),57 FR 38190, Aug. 21, 1992, effective Oct.1,
1992; para. (8)(3), 58 FR 38719, July 20, 1993, effective Oct. 1, 1993;
paras. (8)(1)(ii), @(1)(ii), (b)(1)(i), & (b)(1)(ii) anended, 60 FR 41018,
Aug. 11, 1995, effective Oct. 1, 1995; paras. (a)(2) and (8)(3) amended,
62 FR 40450, July 29, 1997, effective Oct. 1, 1997; paras. (a)(1)(i)
through (8)(1)(iii) revised, 64 FR 67486, Dec. 2, 1999, effective Dec.
2, 1999; introductory text and paras. (a) and (b) revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; paras. (g) and (h) removed and
reserved, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)
revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; paras.
(8)(1) and (b)(2) revised, 67 FR 70847, Nov. 27, 2002, effective Jan. 1,
2003; introductory text and para. (b) revised and para. (g) added, 69 FR
56481, Sept. 21, 2004, effective Nov. 22, 2004; para. (b)(1)(iv) added,
72 FR 1664, Jan. 16, 2007, effective Jan. 16, 2007]

§ 1.2(Post issuance fees.
@)
For providing acertificate of correction for applicant’s
mistake (8§ 1.323)$100.00

(b)
Processing fee for correcting inventorship in a patent
(8 1.324)$130.00

(c) In reexamination proceedings
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(1)
For filing arequest for ex parte reexamination (8
1.510(a))$2,520.00

)
For filing arequest for inter partes reexamination
(8 1.915(a))$8,800.00

(3) For filing with arequest for reexamination or
|ater presentation at any other time of each claimin
independent form in excess of 3 and also in excess of
the number of claimsin independent formin the patent
under reexamination:

By asmall entity (8§ 1.27(a))$110.00

By other than asmall entity $220.00

(4) For filing with arequest for reexamination or
|ater presentation at any other time of each claim
(whether dependent or independent) in excess of 20
and also in excess of the number of claimsin the patent
under reexamination (note that § 1.75(c) indicates how
multiple dependent claims are considered for fee
calculation purposes):

By asmall entity (8 1.27 (8))$26.00

By other than asmall entity$52.00

(5) If the excess claimsfeesrequired by paragraphs
(©)(3) and (c)(4) are not paid with the request for
reexamination or on later presentation of the claimsfor
which the excess claimsfees are due, thefeesrequired
by paragraphs (c)(3) and (c)(4) must be paid or the
claims canceled by amendment prior to the expiration
of the time period set for reply by the Office in any
notice of fee deficiency in order to avoid abandonment.

(d) For filing each statutory disclaimer (8 1.321):
By asmall entity (8§ 1.27(a))$70.00
By other than asmall entity$140.00

(e) For maintaining an original or reissue patent,
except adesign or plant patent, based on an application
filed on or after December 12, 1980, in force beyond four
years, the fee being due by three years and six months
after the original grant:

By asmall entity (8§ 1.27(a))$490.00

By other than a small entity$980.00

(f) For maintaining an original or reissue patent,
except adesign or plant patent, based on an application
filed on or after December 12, 1980, in force beyond eight
years, the fee being due by seven years and six months
after the original grant:

By asmall entity (§ 1.27(a))$1,240.00

By other than asmall entity$2,480.00

(g) For maintaining an original or reissue patent,
except adesign or plant patent, based on an application
filed on or after December 12, 1980, in force beyond
twelve years, the fee being due by eleven years and six
months after the original grant:

By asmall entity (8 1.27(a))$2,055.00
By other than a small entity$4,110.00

(h) Surcharge for paying a maintenance fee during
the six-month grace period following the expiration of
three years and six months, seven years and six months,
and eleven years and six months after the date of the
original grant of a patent based on an application filed on
or after December 12, 1980:

By asmall entity (§ 1.27(a))$65.00

By other than a small entity$130.00

(i) Surcharge for accepting a maintenance fee after
expiration of a patent for non-timely payment of a
maintenance fee where the delay in payment is shown to
the satisfaction of the Director to have been —

D
Unavoidable$700.00

2
Unintentional $1,640.00

(j) For filing an application for extension of the term
of a patent

D
Application for extension under § 1.740$1,120.00
2

Initial application for interim extension under §
1.790$420.00

©)
Subsequent application for interim extension under
§1.790$220.00

[Added 47 FR 41273, Sept. 17, 1982, effectivedate Oct. 1, 1982,
paras. (k), () and (m) added, 49 FR 34724, Aug. 31, 1984, effective
date Nov. 1, 1984; paras. (¢), (f), (9) and (m), 50 FR 9379, Mar. 7, 1985,
effective date May 8, 1985; 50 FR 31825, Aug. 6, 1985, effective date
Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986; 52 FR 9394, Mar. 24, 1987,
paras. (a)-(n), 54 FR 6893, Feb. 15, 1989, 54 FR 8053, Feb. 24, 1989,
effective Apr. 17, 1989; revised 56 FR 65142, Dec. 13, 1991, effective
Dec. 16, 1991; paras. (8), (c), (€)-(g) and (i), 57 FR 38190, Aug. 21,
1992, effective Oct. 1, 1992; para. (i), 58 FR 44277, Aug. 20, 1993,
effective Sept. 20, 1993; paras. (c), (€)-(9), (i)(1) and (j), 59 FR 43736,
Aug. 25, 1994, effective Oct. 1, 1994, para. (j) revised, 60 FR 25615,
May 12, 1995, effective July 11, 1995; paras. (c), (€)-(9), (1)(2), & ()(1)
amended, 60 FR 41018, Aug. 11, 1995, effective Oct. 1, 1995; paras.
@), (e) - (9), (i)(D), (i)(2),and (j)(1) -(j)(3) amended, 61 FR 39585, July
30, 1996, effective Oct. 1, 1996; paras. (c), (€) - (9), (i)(1), (i)(2), and
(4)(@) - (1)(3) amended, 62 FR 40450, July 29, 1997, effective Oct. 1,
1997; paras. (d)-(g) revised, 63 FR 67578, Dec. 8, 1998, effective Nov.
10, 1998; para. (€) revised, 64 FR 67774, Dec. 3, 1999, effective Dec.
29, 1999; paras. (e)-(g) revised, 65 FR 49193, Aug. 11, 2000, effective
Oct. 1, 2000; paras. (b) and (d)-(h) revised, 65 FR 78958, Dec. 18, 2000;
para. (b) corrected, 65 FR 80755, Dec. 22, 2000; para. (c) revised, 65
FR 76756, Dec. 7, 2000, effective Feb. 5, 2001; paras. (€)-(9) revised,
66 FR 39447, July 31, 2001, effective Oct. 1, 2001; paras. (€) through
(9) revised, 67 FR 70847, Nov. 27, 2002, effective Jan. 1, 2003; para.
(i) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; paras.
(e) through (g) revised, 68 FR 41532, July 14, 2003, effective Oct. 1,
2003; paras. (€) through (g) revised, 69 FR 52604, Aug. 27, 2004,
effective Oct. 1, 2004; paras. (c)-(9) revised, 70 FR 3880, Jan. 27, 2005,
effective Dec. 8, 2004; paras. (c)(3), (€)(4), and () through (g) revised,
72 FR 46899, Aug. 22, 2007, effective Sept. 30, 2007; paras.
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(©)(3),(c)(4), and (d) through (g) revised, 73 FR 47534, Aug. 14, 2008,
effective Oct. 2, 2008]

§ 1.2Miscellaneous fees and charges.

The Patent and Trademark Office has established the
following fees for the services indicated:

(a) Registration of attorneys and agents:

() For admission to examination for registration to
practice:

0)
Application Fee (non-refundable)$40.00
(i) Registration examination fee

(A)
For test administration by commercial
entity$200.00

(B)
For test administration by the
USPTO$450.00

)
On registration to practice or grant of limited
recognition under § 11.9(b) or (c)$100.00

(3) [Reserved]
4

For certificate of good standing as an attorney or
agent$10.00

(i)
Suitable for framing$20.00
(ii) [Reserved]
(5) For review of decision:
(i)
By the Director of Enrollment and Discipline
under § 11.2(c)$130.00

(i)
Of the Director of Enrollment and Discipline
under § 11.2(d)$130.00
(6) [Reserved]

(7) Annual practitioner maintenance fee for
registered attorney or agent.

0)

Active Status$118.00

(if)

Voluntary Inactive Status$25.00

(iii)

Fee for requesting restoration to active status
from voluntary inactive status$50.00

(iv)
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Balance due upon restoration to active status
from voluntary inactive status$93.00

()

Annual practitioner maintenance feefor individual
granted limited recognition$118.00

C)

(i)

Delinquency fee$50.00

(i)

Administrative reinstatement fee$100.00

(10)

On application by a person for recognition or
registration after disbarment or suspension on ethical
grounds, or resignation pending disciplinary
proceedings in any other jurisdiction; on application
by a person for recognition or registration who is
asserting rehabilitation from prior conduct that resulted
in an adverse decision in the Office regarding the
person’s moral character; and on application by a
person for recognition or registration after being
convicted of afelony or crime involving moral
turpitude or breach of fiduciary duty; on petition for
reinstatement by a person excluded or suspended on

ethical grounds, or excluded on consent from practice
before the Office$1,600.00

(b) Deposit accounts:

1

For establishing a deposit account$10.00

2

Service charge for each month when the balance
at the end of the month is below $1,000$25.00

©)

Service charge for each month when the balance
at the end of the month is below $300 for restricted
subscription deposit accounts used exclusively for
subscription order of patent copies as issued$25.00

(c) [Reserved]

(d)

Delivery box: Local delivery box rental, per
annum$50.00

(€)

International type search reports. For preparing an
international type search report of an international type
search made at the time of the first action on the merits
in anational patent application$40.00

(f) [Reserved]

(9)
Self-service copy charge, per page$0.25
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(h)

For recording each assignment, agreement, or other
paper relating to the property in a patent or application,
per property$40.00

(i) Publication in Official Gazette: For publicationin
the Official Gazette of a notice of the availability of an
application or a patent for licensing or sale:

Each application or patent$25.00

()
Labor charges for services, per hour or fraction
thereof$40.00

(k)

For items and services that the Director finds may be
supplied, for which fees are not specified by statute or by
this part, such charges as may be determined by the
Director with respect to each such item or serviceActual
cost

(1) [Reserved]
(m)

For processing each payment refused (including a
check returned “unpaid”) or charged back by afinancial
institution $50.00

(n)
For handling an application in which proceedings are
terminated pursuant to § 1.53(€)$130.00

(o) [Reserved]

[Added 47 FR 41274, Sept. 17, 1982, effectivedate Oct. 1, 1982;
paras. (b) and (1), 49 FR 553, Jan. 4, 1984, effective date Apr. 1, 1984,
paras. (8)(5) and (6) added, 50 FR 5171, Feb. 6, 1985, effective date
Apr. 8, 1985; 50 FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985;
paras. (a), (b)(1), (d)-(), (1)-(m), 54 FR 6893, Feb. 15, 1989; 54 FR
8053, Feb. 24, 1989; 54 FR 9432, March 7, 1989, effective Apr. 17,
1989; para. (n) added 54 FR 47518, Nov. 15, 1989, effective Jan. 16,
1990; paras. (0)-(q) added 54 FR 50942, Dec.11, 1989, effective Feb.
12, 1990; paras. (a)-(c), (e)-(h), (j)-(I) & (n) amended, 56 FR 65142,
Dec. 13, 1991, effective Dec. 16, 1991; paras. (p) and (q) deleted, 56
FR 65142, Dec. 13, 1991, effective Dec. 16, 1991; paras. (a)(1), (a)(5),
@(6), (b)(2), (b)(3), (e) and (i), 57 FR 38190, Aug. 21, 1992, effective
Oct. 1, 1992; para. (p) added, 57 FR 38190, Aug. 21, 1992, effective
Oct. 1, 1992; para. (p) deleted, 59 FR 43736, Aug.25, 1994, effective
Oct. 1, 1994; para. (I) amended, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995; para. (8)(1) amended, 60 FR 41018, Aug. 11, 1995,
effective Oct. 1, 1995; paras. (8)(1), (a)(3) and (8)(6) revised, 61 FR
39585, July 30, 1996, effective Oct. 1, 1996; paras. (a)(1)(ii), (8)(6),
and (j) amended, 62 FR 40450, July 29, 1997, effective Oct. 1, 1997,
paras. (1) & (n) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; para. (8)(6)(ii) revised, 63 FR 67578, Dec. 8, 1998, effective Dec.
8, 1998; para (m) revised, 65 FR 33452, May 24, 2000, effective July
24, 2000; para. (a)(6) revised, 65 FR 49193, Aug. 11, 2000, effective
Oct. 1, 2000; para. (0) removed and reserved, 66 FR 39447, July 31,
2001, effective Oct. 1, 2001; para. (k) revised, 68 FR 14332, Mar. 25,
2003, effective May 1, 2003; para. (8) revised, 69 FR 35427, June 24,
2004, effective July 26, 2004; para. (I) removed and reserved, 70 FR
30360, May 26, 2005, effective July 1, 2005; para. (c) removed and
reserved, 71 FR 64636, Nov. 3, 2006, effective Feb. 1, 2007; para. (a)(3)
removed and reserved and paras. (a)(7), (8)(8) and (8)(9) added, 73 FR
67750, Nov. 17, 2008, effective Dec. 17, 2008]

§ 1.2Feespayablein advance.

(a) Patent fees and charges payable to the United
States Patent and Trademark Office are required to be
paid in advance; that is, at the time of requesting any
action by the Office for which afee or charge is payable
with the exception that under § 1.53 applicationsfor patent
may be assigned afiling date without payment of thebasic
filing fee.

(b) All fees paid to the United States Patent and
Trademark Office must be itemized in each individual
application, patent, or other proceeding in such amanner
that it is clear for which purpose the fees are paid. The
Office may return fees that are not itemized as required
by thisparagraph. The provisions of § 1.5(a) do not apply
to the resubmission of fees returned pursuant to this
paragraph.

[48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983; para. (b)
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; revised,
68 FR 48286, Aug. 13, 2003, effective Sept. 12, 2003]

§ 1.2Methods of payment.

(a) All payments of money required for United States
Patent and Trademark Office fees, including fees for the
processing of international applications (8§ 1.445), shall
be madein U.S. dollars and in the form of a cashier's or
certified check, Treasury note, national bank notes, or
United States Postal Service money order. If sent in any
other form, the Officemay delay or cancel the credit until
collection is made. Checks and money orders must be
made payable to the Director of the United States Patent
and Trademark Office. (Checks made payable to the
Commissioner of Patents and Trademarks will continue
to be accepted.) Payments from foreign countries must
be payable and immediately negotiable in the United
Statesfor the full amount of the fee required. Money sent
to the Office by mail will be at the risk of the sender, and
|etters containing money should be registered with the
United States Postal Service.

(b) Payments of money required for United States
Patent and Trademark Office fees may also be made by
credit card, except for replenishing a deposit account.
Payment of afee by credit card must specify the amount
to be charged to the credit card and such other information
asis necessary to process the charge, and is subject to
collection of the fee. The Office will not accept ageneral
authorization to charge feesto acredit card. If credit card
information is provided on aform or document other than
aform provided by the Office for the payment of fees by
credit card, the Office will not be liable if the credit card
number becomes public knowledge.

[43 FR 20462, May 11, 1978; revised, 64 FR 48900, Sept. 8,
1999, effective Oct. 30, 1999; revised, 65 FR 33452, May 24, 2000,

effective June 5, 2000; para. (b) revised, 69 FR 43751, July 22, 2004,
effective Aug. 23, 2004]

§ 1.24Reserved]
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[47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR
2708, Jan. 20, 1983, effective date Feb. 27, 1983; 50 FR 31825, Aug.
6, 1985, effective Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986; 56 FR
65142, Dec. 13, 1991, effective Dec. 16, 1991; para. (b) revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; removed and reserved, 65
FR 57024, Sept. 20, 2000, effective Nov. 29, 2000]

§ 1.2%eposit accounts.

(a) For the convenience of attorneys, and the general
publicin paying any feesdue, in ordering servicesoffered
by the Office, copies of records, etc., deposit accounts
may be established in the Patent and Trademark Office
upon payment of the fee for establishing adeposit account
§ 1.21(b)(2)). A minimum deposit of $1,000 is required
for paying any fee due or in ordering any services offered
by the Office. However, aminimum deposit of $300 may
be paid to establish arestricted subscription deposit
account used exclusively for subscription order of patent
copies asissued. At the end of each month, a deposit
account statement will be rendered. A remittance must
be made promptly upon receipt of the statement to cover
the value of items or services charged to the account and
thus restore the account to its established normal deposit
value. An amount sufficient to cover all fees, services,
copies, etc., requested must always be on deposit. Charges
to accounts with insufficient funds will not be accepted.
A service charge (8 1.21(b)(2)) will be assessed for each
month that the balance at the end of the month is below
$1,000. For restricted subscription deposit accounts, a
service charge (8 1.21(b)(3)) will be assessed for each
month that the balance at the end of the month is below
$300.

(b) Filing, issue, appeal, international -type search
report, international application processing, petition, and
post-issuance fees may be charged against these accounts
if sufficient funds are on deposit to cover such fees. A
general authorization to charge al fees, or only certain
fees, set forth in 88 1.16 to 1.18 to a deposit account
containing sufficient funds may befiled in an individual
application, either for the entire pendency of the
application or with a particular paper filed. An
authorization to charge feesunder § 1.16 in an
international application entering the national stage under
35U.S.C. 371 will betreated as an authorization to charge
feesunder § 1.492. An authorization to charge fees set
forthin § 1.18 to a deposit account is subject to the
provisions of § 1.311(b). An authorization to chargeto a
deposit account the fee for arequest for reexamination
pursuant to 8 1.510 or § 1.913 and any other feesrequired
in areexamination proceeding in a patent may also be
filed with the request for reexamination. An authorization
to charge afeeto adeposit account will not be considered
payment of the fee on the date the authorization to charge
the feeis effective as to the particular fee to be charged
unless sufficient funds are present in the account to cover
the fee.
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(c) A deposit account holder may replenish the deposit
account by submitting a payment to the United States
Patent and Trademark Office. A payment to replenish a
deposit account must be submitted by one of the methods
set forth in paragraphs (c)(1), (¢)(2), (c)(3), or (c)(4) of
this section.

(1) A payment to replenish a deposit account may
be submitted by electronic funds transfer through the
Federal Reserve Fedwire System, which requires that
the following information be provided to the deposit
account holder’s bank or financial institution:

(i) Name of the Bank, whichisTreasNYC
(Treasury New York City);

(i) Bank Routing Code, which is 021030004;

(iii) United States Patent and Trademark
Office account number with the Department of
the Treasury, which is 13100001; and

(iv) The deposit account holder’s company
name and deposit account number.

(2) A payment to replenish a deposit account may
be submitted by electronic funds transfer over the
Office's Internet Web site (www.uspto.gov).

(3) A payment to replenish a deposit account may
be addressed to: Director of the United States Patent
and Trademark Office, Attn: Deposit Accounts, 2051
Jamieson Avenue, Suite 300, Alexandria, Virginia
22314.

[49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984; 47 FR 41274,

Sept. 17, 1982, effective Oct. 1,1982; 50 FR 31826, Aug. 6, 1985,
effective Oct. 5, 1985; para. (b) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; para (b) revised, 65 FR 76756, Dec. 7, 2000,
effective Feb. 5, 2001; para. (b) revised, 67 FR 520, Jan. 4, 2002,
effective Apr. 1, 2002; para. (c) added, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; para. (c)(2) revised, 69 FR 43751, July 22, 2004,
effective Aug. 23, 2004; para. (c)(4) revised, 70 FR 56119, Sept. 26,
2005, effective Nov. 25, 2005; para. (c)(3) revised, para. (c)(4) removed,
73 FR 47534, Aug. 14, 2008, effective Oct. 2, 2008]

§ 1.2Refunds.

(a) The Director may refund any fee paid by mistake
or in excess of that required. A change of purpose after
the payment of afee, such aswhen a party desiresto
withdraw a patent filing for which the fee was paid,
including an application, an appeal, or arequest for an
oral hearing, will not entitle a party to arefund of such
fee. The Office will not refund amounts of twenty-five
dollarsor less unless arefund is specifically requested,
and will not notify the payor of such amounts. If a party
paying afee or requesting arefund does not provide the
banking information necessary for making refunds by
eectronic funds transfer (31 U.S.C. 3332 and 31 CFR
part 208), or instruct the Office that refunds are to be
credited to a deposit account, the Director may require
such information, or use the banking information on the
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payment instrument to make arefund. Any refund of a
fee paid by credit card will be by a credit to the credit
card account to which the fee was charged.

(b) Any request for refund must be filed within two
years from the date the fee was paid, except as otherwise
provided in this paragraph or in § 1.28(a). If the Office
charges a deposit account by an amount other than an
amount specifically indicated in an authorization (8
1.25(b)), any request for refund based upon such charge
must be filed within two yearsfrom the date of the deposit
account statement indicating such charge, and include a
copy of that deposit account statement. The time periods
set forth in this paragraph are not extendable.

(c) If the Director decides not to institute a
reexamination proceeding, for ex parte reexaminations
filed under § 1.510, arefund of $1,690 will be made to
the reexamination requester. For inter partes
reexaminations filed under § 1.913, arefund of $7,970
will be made to the reexamination requester. The
reexamination requester should indicatetheforminwhich
any refund should be made ( e.g., by check, electronic
fundstransfer, credit to adeposit account, etc.). Generaly,
reexamination refunds will be issued in the form that the
original payment was provided.

[47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; 50 FR
31826 Aug. 6, 1985, effective Oct. 5, 1985; para. (c), 54 FR 6893, Feb.
15, 1989, effective Apr. 17, 1989; para. (), 56 FR 65142, Dec. 13, 1991,
effective Dec. 16, 1991; paras. (a) and (c), 57 FR 38190, Aug. 21, 1992,
effective Oct. 1,1992; para. (a) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997; para. (a) revised and para. (b) added, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (c) revised, 65 FR
76756, Dec. 7, 2000, effective Feb. 5, 2001; paras. (a) & (C) revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003; para. (a) revised,
68 FR 48286, Aug. 13, 2003, effective Sept. 12, 2003: paras. (a) and
(b) revised, 72 FR 46716, Aug. 21, 2007 (implementation enjoined and
never became effective); paras. (a) and (b) revised, 74 FR 52686, Oct.
14, 2009, effective Oct. 14, 2009 (to remove changes made by the final
rulesin 72 FR 46716 from the CFR)]

§ 1.2D¢finition of small entities and establishing
status as a small entity to permit payment of
small entity fees, when a deter mination of
entitlement to small entity statusand
notification of loss of entitlement to small entity
status arerequired; fraud on the Office.

(a) Definition of small entities. A small entity asused
in this chapter means any party (person, small business
concern, or nonprofit organization) under paragraphs
(a)(1) through (a)(3) of this section.

(1) Person. A person, as used in paragraph (c) of
this section, means any inventor or other individual
(eg., anindividua to whom aninventor hastransferred
some rights in the invention) who has not assigned,
granted, conveyed, or licensed, and is under no
obligation under contract or law to assign, grant,
convey, or license, any rightsin theinvention. An
inventor or other individual who has transferred some

rights in the invention to one or more parties, or is
under an obligation to transfer somerightsin the
invention to one or more parties, can also qualify for
small entity statusif all the partieswho have had rights
in the invention transferred to them also qualify for
small entity status either as a person, small business
concern, or nonprofit organization under this section.

(2) Small business concern. A small business
concern, as used in paragraph (c) of this section, means
any business concern that:

(i) Has not assigned, granted, conveyed, or
licensed, and is under no obligation under contract
or law to assign, grant, convey, or license, any
rightsin the invention to any person, concern, or
organi zation which would not qualify for small
entity status as a person, small business concern,
or nonprofit organization; and

(i) Meets the size standards set forth in 13
CFR 121.801 through 121.805 to be eligible for
reduced patent fees. Questionsrelated to standards
for asmall business concern may be directed to:
Small Business Administration, Size Standards
Staff, 409 Third Street, SW., Washington, DC
20416.

(3) Nonprofit Organization. A nonprofit
organization, as used in paragraph (c) of this section,
means any nonprofit organization that:

(i) Has not assigned, granted, conveyed, or
licensed, and isunder no obligation under contract
or law to assign, grant, convey, or license, any
rightsin the invention to any person, concern, or
organi zation which would not qualify asaperson,
small business concern, or a nonprofit
organization; and

(i) Is either:

(A) A university or other institution of
higher education located in any country;

(B) An organization of the type
described in section 501(c)(3) of the
Internal Revenue Code of 19 86 (26
U.S.C. 501(c)(3)) and exempt from
taxation under section 501(a) of the
Internal Revenue Code (26 U.S.C. 501(a));

(C) Any nonprofit scientific or
educational organization qualified under
anonprofit organization statute of a state
of this country (35 U.S.C. 201 (i)); or

(D) Any nonprofit organization located
in aforeign country which would qualify
as anonprofit organization under
paragraphs (a)(3)(ii)(B) of this section or
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(@(3)(ii)(C) of this section if it were
located in this country.

(4) Licenseto a Federal agency.

(i) For persons under paragraph (a)(1) of this
section, alicense to the Government resulting
from arights determination under Executive Order
10096 does not constitute alicense so asto
prohibit claiming small entity status.

(it) For small business concerns and nonprofit
organizations under paragraphs (a)(2) and (a)(3)
of this section, alicenseto a Federa agency
resulting from a funding agreement with that
agency pursuant to 35 U.S.C. 202 (c)(4) does not
constitute alicensefor the purposes of paragraphs
(®@(2)(i) and (a)(3)(i) of this section.

(5) Security Interest. A security interest does not
involve an obligation to transfer rightsin the invention
for the purposes of paragraphs (a)(1) through (a)(3) of
this section unless the security interest is defaulted
upon.

(b) Establishment of small entity status permits
payment of reduced fees.

(1) A small entity, as defined in paragraph (a) of
this section, who has properly asserted entitlement to
small entity status pursuant to paragraph (c) of this
section will be accorded small entity status by the
Office in the particular application or patent in which
entitlement to small entity status was asserted.
Establishment of small entity status allowsthe payment
of certain reduced patent fees pursuant to 35 U.S.C.
41(h)(1).

(2) Submission of an original utility applicationin
compliance with the Office el ectronic filing system by
an applicant who has properly asserted entitlement to
small entity status pursuant to paragraph (c) of this
section in that application allows the payment of a
reduced filing fee pursuant to 35 U.S.C. 41(h)(3).

(c) Assertion of small entity status. Any party (person,
small business concern or nonprofit organization) should
make a determination, pursuant to paragraph (f) of this
section, of entitlement to be accorded small entity status
based on the definitions set forth in paragraph (a) of this
section, and must, in order to establish small entity status
for the purpose of paying small entity fees, actually make
an assertion of entitlement to small entity status, in the
manner set forth in paragraphs (c)(1) or (c)(3) of this
section, in the application or patent in which such small
entity fees are to be paid.
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(1) Assertion by writing. Small entity status may
be established by awritten assertion of entitlement to
small entity status. A written assertion must:

(i) Beclearly identifiable;

(i) Be signed (see paragraph (c)(2) of this
section); and

(i) Convey the concept of entitlement to
small entity status, such ashy stating that applicant
isasmall entity, or that small entity statusis
entitled to be asserted for the application or patent.
While no specific words or wording are required
to assert small entity status, the intent to assert
small entity status must be clearly indicated in
order to comply with the assertion requirement.

(2) Partieswho can sign and file the written
assertion. The written assertion can be signed by:

(i) One of the partiesidentified in § 1.33(b)
(eg., an attorney or agent registered with the
Office), §3.73(b) of this chapter notwithstanding,
who can a so file the written assertion;

(ii) At least one of the individuals identified
asaninventor (even though a8 1.63 executed oath
or declaration has not been submitted),
notwithstanding §_1.33(b)(4), who can aso file
the written assertion pursuant to the exception
under § 1.33(b) of this part; or

(iif) An assignee of an undivided part interest,
notwithstanding 88 1.33(b)(3) and 3.73(b) of
this chapter, but the partial assignee cannot file
the assertion without resort to a party identified
under 8§ 1.33(b) of this part.

(3) Assertion by payment of the small entity basic
filing or basic national fee. The payment, by any party,
of the exact amount of one of the small entity basic
filing fees set forth in 88 1.16(a), 1.16(b), 1.16(c),
1.16(d), 1.16(€), or the small entity basic nationa fee
set forth in § 1.492(a), will be treated as awritten
assertion of entitlement to small entity status even if
the type of basic filing or basic national feeis
inadvertently selected in error.

(i) If the Office accords small entity status
based on payment of asmall entity basic filing or
basic national fee under paragraph (c)(3) of this
section that is not applicable to that application,
any balance of the small entity feethat is
applicable to that application will be due along
with the appropriate surcharge set forthin §
1.16(f), or § 1.16(q).

(ii) The payment of any small entity fee other
than those set forth in paragraph (c)(3) of this
section (whether in the exact fee amount or not)
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will not be treated as a written assertion of
entitlement to small entity status and will not be
sufficient to establish small entity statusin an
application or a patent.

(4) Assertion required in related, continuing, and
reissue applications . Status as asmall entity must be
specifically established by an assertionin each related,
continuing and reissue application in which statusis
appropriate and desired. Status as asmall entity in one
application or patent does not affect the status of any
other application or patent, regardless of the
relationship of the applications or patents. Therefiling
of an application under § 1.53 as a continuation,
divisional, or continuation-in-part application
(including a continued prosecution application under
§1.53(d)), or thefiling of areissue application, requires
anew assertion as to continued entitlement to small
entity status for the continuing or reissue application.

(d) When small entity fees can bepaid . Any fee, other
than the small entity basic filing fees and the small entity
national fees of paragraph (c)(3) of this section, can be
paid inthe small entity amount only if it issubmitted with,
or subsequent to, the submission of awritten assertion of
entitlement to small entity status, except when refunds
are permitted by § 1.28(a).

(e) Only one assertion required.

(1) An assertion of small entity status need only be
filed once in an application or patent. Small entity
status, once established, remainsin effect until changed
pursuant to paragraph (g)(1) of this section. Where an
assignment of rights or an obligation to assign rights
to other partieswho are small entities occurs subsequent
to an assertion of small entity status, a second assertion
is not required.

(2) Once small entity statusis withdrawn pursuant
to paragraph (g)(2) of this section, a new written
assertionisrequired to again obtain small entity status.

(f) Assertion requires a determination of entitlement
to pay small entity fees. Prior to submitting an assertion
of entitlement to small entity statusin an application,
including arelated, continuing, or reissue application, a
determination of such entitlement should be made
pursuant to the requirements of paragraph (a) of this
section. It should be determined that all parties holding
rightsin theinvention qualify for small entity status. The
Office will generally not question any assertion of small
entity status that is made in accordance with the
requirements of this section, but note paragraph (h) of
this section.

@)

(1) New determination of entitlement to small entity
status is needed when issue and maintenance fees are
due. Once status as a small entity has been established
in an application or patent, fees as asmall entity may
thereafter be paid in that application or patent without
regard to achangein status until theissuefeeisdue or
any maintenance fee is due.

(2) Notification of loss of entitlement to small entity
statusisrequired when issue and maintenance feesare
due. Notification of aloss of entitlement to small entity
status must be filed in the application or patent prior
to paying, or at the time of paying, the earliest of the
issue fee or any maintenance fee due after the date on
which status as a small entity as defined in paragraph
(a) of this section is no longer appropriate. The
notification that small entity statusis no longer
appropriate must be signed by a party identifiedin §
1.33(b). Payment of afeein other than the small entity
amount is not sufficient notification that small entity
status is no longer appropriate.

(h) Fraud attempted or practiced on the Office.

(1) Any attempt to fraudulently establish status as
asmall entity, or pay fees asasmall entity, shall be
considered as a fraud practiced or attempted on the
Office.

(2) Improperly, and with intent to deceive,
establishing status as a small entity, or paying fees as
asmall entity, shall be considered as a fraud practiced
or attempted on the Office.

[47 FR 40139, Sept. 10, 1982, added effective Oct. 1, 1982;

para. (c) added, 47 FR 43276, Sept. 30, 1982; paras. (b), (c), and (d),

49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984; revised, 62 FR 53131,

Oct. 10, 1997, effective Dec.1, 1997; revised, 65 FR 54604, Sept. 8,

2000, effective Sept. 8, 2000; para. (a) revised, 69 FR 56481, Sept. 21,

2004, effective Sept. 21, 2004; paras. (b) and (c)(3) revised, 70 FR 3880,

Jan. 27, 2005, effective Dec. 8, 2004]

§ 1.2Refundswhen small entity statusis later

established; how errorsin small entity status
are excused.

(8) Refunds based on later establishment of small
entity status . A refund pursuant to § 1.26, based on
establishment of small entity status, of a portion of fees
timely paid in full prior to establishing status as a small
entity may only be obtained if an assertion under § 1.27(c)
and arequest for arefund of the excess amount arefiled
within three months of the date of the timely payment of
thefull fee. The three-month time period is not extendable
under § 1.136. Status as a small entity iswaived for any
fee by the failure to establish the status prior to paying,
at the time of paying, or within three months of the date
of payment of, the full fee.

(b) Date of payment.
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(1) The three-month period for requesting arefund,
pursuant to paragraph (a) of this section, starts on the
date that afull fee has been paid,;

(2) The date when a deficiency payment is paid in
full determines the amount of deficiency that is due,
pursuant to paragraph (c) of this section.

(c) How errorsin small entity status are excused . If
status as asmall entity is established in good faith, and
fees asasmall entity are paid in good faith, in any
application or patent, and it is later discovered that such
status as asmall entity was established in error, or that
through error the Office was not notified of aloss of
entitlement to small entity status as required by §
1.27(9)(2), the error will be excused upon: compliance
with the separate submission and itemization requirements
of paragraphs (¢)(1) and (c)(2) of this section, and the
deficiency payment requirement of paragraph (c)(2) of
this section:

(1) Separate submission required for each
application or patent . Any paper submitted under this
paragraph must be limited to the deficiency payment
(all fees paid in error), required by paragraph (c)(2) of
this section, for one application or one patent. Where
more than one application or patent isinvolved,
separate submissions of deficiency payments (e.g. ,
checks) and itemizations are required for each
application or patent. See 8§ 1.4(b).

(2) Payment of deficiency owed. The deficiency
owed, resulting from the previous erroneous payment
of small entity fees, must be paid.

(i) Calculation of the deficiency owed. The
deficiency owed for each previousfee erroneously
paid as asmall entity isthe difference between
the current fee amount (for other than a small
entity) on the date the deficiency is paid in full
and the amount of the previous erroneous (small
entity) fee payment. Thetotal deficiency payment
owed isthe sum of theindividual deficiency owed
amounts for each fee amount previously
erroneoudly paid as a small entity. Where afee
paidin error asasmall entity was subject to afee
decrease between thetime thefeewas paid in error
and the time the deficiency is paid in full, the
deficiency owed is equal to the amount
(previously) paid in error;

(ii) Itemization of the deficiency payment. An
itemization of the total deficiency payment is
required. The itemization must include the
following information:

(A) Each particular type of fee that
was erroneously paid as a small entity,
(eg., basic statutory filing fee, two-month
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extension of time fee) along with the
current fee amount for anon-small entity;

(B) The small entity fee actually paid,
and when. Thiswill permit the Officeto
differentiate, for example, between two
one-month extension of time fees
erroneously paid as asmall entity but on
different dates;

(C) The deficiency owed amount (for
each fee erroneoudly paid); and

(D) The total deficiency payment
owed, which isthe sum or total of the
individual deficiency owed amounts set
forth in paragraph (c)(2)(ii)(C) of this
section.

(3) Failure to comply with requirements . If the
requirements of paragraphs (c)(1) and (c)(2) of this
section are not complied with, such failure will either:
be treated as an authorization for the Office to process
the deficiency payment and charge the processing fee
set forth in 8 1.17(i), or result in arequirement for
compliance within a one-month non-extendable time
period under § 1.136(a) to avoid the return of the fee
deficiency paper, at the option of the Office.

(d) Payment of deficiency operates as notification of
loss of status . Any deficiency payment (based on a
previous erroneous payment of a small entity fee)
submitted under paragraph (c) of this section will be
treated under § 1.27(g)(2) as a notification of aloss of
entitlement to small entity status.

[47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982;
para. (a), 49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984; para. (d)(2),
57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para. (C) revised,
58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994; para. (a) revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995; paras. (8) & (c)

revised, 62 FR 53131, Oct. 10 1997, effective Dec. 1, 1997; revised, 65
FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]

Subpart B — National Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§ 1.31Applicant may berepresented by one or more
patent practitionersor joint inventors.

An applicant for patent may file and prosecute his or her
own case, or he or she may give a power of attorney so
as to be represented by one or more patent practitioners
or joint inventors. The United States Patent and
Trademark Office cannot aid in the selection of a patent
practitioner.
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[50 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985; revised, 69
FR 29865, May 26, 2004, effective June 25, 2004; revised 69 FR 35427,
June 24, 2004, effective July 26, 2004; revised, 70 FR 56119, Sept. 26,
2005, effective Nov. 25, 2005]

§ 1.3Power of attorney.
(a) Definitions.

(1) Patent practitioner means aregistered patent
attorney or registered patent agent under § 11.6.

(2) Power of attorney means awritten document
by which a principal authorizes one or more patent
practitioners or joint inventors to act on his or her
behalf.

(3) Principal means either an applicant for patent
(8 1.41(b)) or an assignee of entire interest of the
applicant for patent or in areexamination proceeding,
the assignee of the entirety of ownership of a patent.
The principal executesapower of attorney designating
one or more patent practitioners or joint inventorsto
act on hisor her behalf.

(4) Revocation means the cancellation by the
principal of the authority previously given to a patent
practitioner or joint inventor to act on hisor her behalf.

(5) Customer Number means a number that may
be used to:

(i) Designate the correspondence address of a
patent application or patent such that the
correspondence addressfor the patent application,
patent or other patent proceeding would be the
address associated with the Customer Number;

(ii) Designate the fee address (§ 1.363) of a
patent such that the fee address for the patent
would be the address associated with the Customer
Number; and

(iii) Submit alist of patent practitioners such
that those patent practitioners associated with the
Customer Number would have power of attorney.

(b) A power of attorney must:
(2) Beinwriting;

(2) Name one or more representatives in
compliance with (c) of this section;

(3) Give the representative power to act on behalf
of the principal; and

(4) Besigned by the applicant for patent (§ 1.41(b))
or the assignee of the entire interest of the applicant.

(c) A power of attorney may only name as
representative:

(1) One or morejoint inventors (§ 1.45);

(2) Thoseregistered patent practitioners associated
with a Customer Number;

(3) Ten or fewer patent practitioners, stating the
name and registration number of each patent
practitioner. Except as provided in paragraph (c)(1) or
(c)(2) of this section, the Officewill not recognize more
than ten patent practitioners as being of record in an
application or patent. If a power of attorney names
more than ten patent practitioners, such power of
attorney must be accompanied by a separate paper
indicating which ten patent practitioners named in the
power of attorney are to be recognized by the Office
asbeing of record in the application or patent to which
the power of attorney is directed.

[Added, 69 FR 29865, May 26, 2004, effective June 25, 2004;
paras. (a) and (c)(3) revised, 70 FR 56119, Sept. 26, 2005, effective
Nov. 25, 2005]

§ 1.3orrespondencerespecting patent applications,
reexamination proceedings, and other
proceedings.

(a) Correspondence address and daytime telephone
number . When filing an application, a correspondence
address must be set forth in either an application data
sheet (8§ 1.76 ), or elsewhere, in aclearly identifiable
manner, in any paper submitted with an application filing.
If no correspondence addressis specified, the Office may
treat the mailing address of the first named inventor (if
provided, see 88 1.76 (b)(1) and 1.63 (c)(2)) asthe
correspondence address. The Office will direct, or
otherwise make available, al notices, official letters, and
other communications relating to the application to the
person associated with the correspondence address. For
correspondence submitted viathe Office'selectronicfiling
system, however, an electronic acknowledgment receipt
will be sent to the submitter. The Office will generally
not engage in double correspondence with an applicant
and a patent practitioner, or with more than one patent
practitioner except as deemed necessary by the Director.
If more than one correspondence address is specified in
asingle document, the Office will select one of the
specified addresses for use as the correspondence address
and, if given, will select the address associated with a
Customer Number over atyped correspondence address.
For the party to whom correspondenceisto be addressed,
a daytime telephone number should be supplied in a
clearly identifiable manner and may be changed by any
party who may change the correspondence address. The
correspondence address may be changed as follows:

(1) Prior tofiling of § _1.63 oath or declaration
by any of theinventors. If a§ 1.63 oath or declaration
has not been filed by any of the inventors, the
correspondence address may be changed by the party
who filed the application. If the application was filed
by a patent practitioner, any other patent practitioner
named in the transmittal papers may also change the
correspondence address. Thus, the inventor(s), any

Rev. 9, August 2012



MPEP

patent practitioner named in the transmittal papers
accompanying the original application, or a party that
will be the assignee who filed the application, may
change the correspondence address in that application
under this paragraph.

(2) Where a § 1.63 oath or declaration has been
filed by any of the inventors. If a§ 1.63 oath or
declaration has been filed, or isfiled concurrent with
thefiling of an application, by any of theinventors, the
correspondence address may be changed by the parties
set forth in paragraph (b) of this section, except for
paragraph (b)(2).

(b) Amendmentsand other papers. Amendmentsand
other papers, except for written assertions pursuant to §
1.27(c)(2)(ii) of this part, filed in the application must be
signed by:

(2) A patent practitioner of record appointed in
compliance with § 1.32(b);

(2) A patent practitioner not of record who actsin
arepresentative capacity under the provisionsof 8§ 1.34;

(3) An assignee as provided for under § 3.71(b) of
this chapter; or

(4) All of the applicants (§ 1.41(b)) for patent,
unless there is an assignee of the entire interest and
such assignee has taken action in the application in
accordance with 8§ 3.71 of this chapter.

(c) All notices, official letters, and other
communications for the patent owner or ownersin a
reexamination proceeding will be directed to the
correspondence address. Amendments and other papers
filed in areexamination proceeding on behalf of the patent
owner must be signed by the patent owner, or if thereis
more than one owner by all the owners, or by an attorney
or agent of record in the patent file, or by aregistered
attorney or agent not of record who actsin arepresentative
capacity under the provisions of § 1.34. Double
correspondence with the patent owner or owners and the
patent owner’s attorney or agent, or with more than one
attorney or agent, will not be undertaken.

(d) A “correspondence address” or change thereto
may befiled with the Patent and Trademark Office during
the enforceable life of the patent. The “ correspondence
address” will be used in any correspondence relating to
maintenance fees unless aseparate “ fee address’ hasbeen
specified. See § 1.363 for “fee address’ used solely for
maintenance fee purposes.

(e) A change of addressfiled in a patent application
or patent does not change the address for a patent
practitioner in the roster of patent attorneys and agents.
See § 11.11 of thistitle.
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[36 FR 12617, July 2, 1971; 46 FR 29181, May 29, 1981; para.
(d) added, 49 FR 34724, Aug. 31, 1984, effective Nov. 1, 1984; para.
(c), 50 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985; paras. (a) & (b)
revised, 62 FR 53131, Oct. 10 1997, effective Dec. 1, 1997; paras. ()
and (b) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
(a) introductory text, (b) introductory text, and paras. (b)(1), (b)(2) and
(c) revised, 69 FR 29865, May 26, 2004, effective June 25, 2004; para.
(c) revised, 69 FR 35427, June 24, 2004, effective July 26, 2004; para.
(c) revised, 70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004; para. (a)
introductory text revised, paras. (a)(1), (b)(1), and (b)(2) revised, and
para. (€) added, 70 FR 56119, Sept. 26, 2005, effective Nov. 25, 2005;
para. (a) introductory text revised, 72 FR 2770, Jan. 23, 2007, effective
Jan. 23, 2007; para. (c) revised, 72 FR 18892, Apr. 16, 2007, effective
May 16, 2007]

§ 1.34Acting in a representative capacity.

When a patent practitioner acting in a representative
capacity appears in person or signs a paper in practice
before the United States Patent and Trademark Officein
apatent case, hisor her personal appearance or signature
shall constitute arepresentation to the United States Patent
and Trademark Office that under the provisions of this
subchapter and the law, he or she is authorized to
represent the particular party on whose behalf he or she
acts. In filing such a paper, the patent practitioner must
set forth his or her registration number, his or her name
and signature. Further proof of authority to act in a
representative capacity may be required.

[46 FR 29181, May 29, 1981; para. (a), 50 FR 5171, Feb. 6,
1985, effective Mar. 6, 1985; revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; revised, 69 FR 29865, May 26, 2004, effective
June 25, 2004; revised, 70 FR 56119, Sept. 26, 2005, effective Nov. 25,
2005]

§ 1.3@Revocation of power of attorney; withdrawal
of patent attorney or agent.

(a) A power of attorney, pursuant to § 1.32(b), may
be revoked at any stage in the proceedings of a case by
an applicant for patent (§ 1.41(b)) or an assignee of the
entire interest of the applicant, or the owner of the entire
interest of a patent. A power of attorney to the patent
practitioners associated with a Customer Number will be
treated as areguest to revoke any powers of attorney
previously given. Fewer than al of the applicants (or
fewer than al of the assignees of the entire interest of the
applicant or, in areexamination proceeding, fewer than
al the owners of the entire interest of a patent) may
revoke the power of attorney only upon a showing of
sufficient cause, and payment of the petition fee set forth
in 8§ 1.17(f). A patent practitioner will be notified of the
revocation of the power of attorney. Where power of
attorney is given to the patent practitioners associated
with a Customer Number (8 1.32(c)(2)), the practitioners
so appointed will also be notified of the revocation of the
power of attorney when the power of attorney to all of
the practitioners associated with the Customer Number
isrevoked. The notice of revocation will be mailed to the
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correspondence address for the application (8§ 1.33) in
effect before the revocation. An assignment will not of
itself operate asarevocation of apower previously given,
but the assignee of the entireinterest of the applicant may
revoke previous powers of attorney and give another
power of attorney of the assignee's own selection as
provided in § 1.32(b).

(b) A registered patent attorney or patent agent who
has been given a power of attorney pursuant to § 1.32(b)
may withdraw as attorney or agent of record upon
application to and approval by the Director. The applicant
or patent owner will be notified of the withdrawal of the
registered patent attorney or patent agent. Where power
of attorney is given to the patent practitioners associated
with a Customer Number, arequest to delete all of the
patent practitioners associated with the Customer Number
may not be granted if an applicant has given power of
attorney to the patent practitioners associated with the
Customer Number in an application that has an Office
action to which areply is due, but insufficient time
remainsfor the applicant to fileareply. See § 41.5 of this
title for withdrawal during proceedings before the Board
of Patent Appeals and Interferences.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; revised,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; revised, 69 FR 29865,
May 26, 2004, effective June 25, 2004; revised, 69 FR 49959, Aug. 12,

2004, effective Sept. 13, 2004; para. (&) revised, 70 FR 56119, Sept.
26, 2005, effective Nov. 25, 2005]

WHO MAY APPLY FOR A PATENT

§ 1.41Applicant for patent.

(a) A patent is applied for in the name or names of
the actual inventor or inventors.

(2) Theinventorship of anonprovisional application
isthat inventorship set forth in the oath or declaration
as prescribed by § 1.63, except as provided for in 88§
1.53(d)(4) and 1.63(d). If an oath or declaration as
prescribed by § 1.63 is not filed during the pendency
of anonprovisional application, theinventorship isthat
inventorship set forth in the application papers filed
pursuant to § 1.53(b), unless applicant files a paper,
including the processing fee set forth in 8 1.17(i),
supplying or changing the name or names of the
inventor or inventors.

(2) Theinventorship of a provisional application
isthat inventorship set forth in the cover sheet as
prescribed by 8§ 1.51(c)(1). If a cover sheet as
prescribed by 8§ 1.51(c)(1) is not filed during the
pendency of aprovisional application, theinventorship
isthat inventorship set forth in the application papers
filed pursuant to § 1.53(c), unless applicant files a paper
including the processing fee set forthin § 1.17(q),

supplying or changing the name or names of the
inventor or inventors.

(3) Inanonprovisional application filed without an
oath or declaration as prescribed by § 1.63 or a
provisional application filed without a cover sheet as
prescribed by § 1.51(c)(1), the name, residence, and
citizenship of each person believed to be an actual
inventor should be provided when the application
papers pursuant to § 1.53(b) or § 1.53(c) are filed.

(4) Theinventorship of an international application
entering the national stage under 35 U.S.C. 371 isthat
inventorship set forth in the international application,
which includes any change effected under PCT Rule
92bis. See § 1.497(d) and (f) for filing an oath or
declaration naming an inventive entity different from
the inventive entity named in the international
application, or if achange to the inventive entity has
been effected under PCT Rule 92bis subsequent to the
execution of any declaration filed under PCT Rule
4.17(iv) (8 1.48(f)(1) does not apply to an international
application entering the national stage under 35 U.S.C.
371).

(b) Unless the contrary is indicated the word
“applicant” when used in these sections refersto the
inventor or joint inventors who are applying for a patent,
or to the person mentioned in 88 1.42, 1.43 or 1.47 who
is applying for a patent in place of the inventor.

(c) Any person authorized by the applicant may
physically or electronically deliver an application for
patent to the Office on behalf of theinventor or inventors,
but an oath or declaration for the application (8§ 1.63) can
only be made in accordance with § 1.64.

(d) A showing may be required from the person filing
the application that the filing was authorized where such
authorization comes into question.

[48 FR 2708, Jan. 20, 1983; 48 FR 4285, Jan. 31, 1983; para.
(a) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; paras.

() and (c) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
para. (a)(4) revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002]

8 1.42Nhen theinventor isdead.

In case of the death of the inventor, the legal
representative (executor, administrator, etc.) of the
deceased inventor may make the necessary oath or
declaration, and apply for and obtain the patent. Where
the inventor dies during the timeintervening between the
filing of the application and the granting of a patent
thereon, the letters patent may be issued to the legal
representative upon proper intervention.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.43When theinventor isinsaneor legally
incapacitated.
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In case an inventor is insane or otherwise legally
incapacitated, the lega representative (guardian,
conservator, etc.) of such inventor may make the
necessary oath or declaration, and apply for and obtain
the patent.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]
§ 1.44Reserved]

[Removed and reserved, 65 FR 54604, Sept. 8, 2000, effective
Sept. 8, 2000]

§ 1.45Joint inventors,

(a) Joint inventors must apply for apatent jointly and
each must make the required oath or declaration: neither
of them alone, nor |less than the entire number, can apply
for apatent for an invention invented by them jointly,
except asprovided in § 1.47.

(b) Inventors may apply for a patent jointly even
though

(2) They did not physically work together or at the
same time,

(2) Each inventor did not make the same type or
amount of contribution, or

(3) Each inventor did not make a contribution to
the subject matter of every claim of the application.

(c) If multipleinventors are named in anonprovisional
application, each named inventor must have made a
contribution, individually or jointly, to the subject matter
of at least one claim of the application and the application
will be considered to be ajoint application under 35
U.S.C. 116. If multiple inventors are named in a
provisional application, each named inventor must have
made acontribution, individually or jointly, to the subject
matter disclosed in the provisional application and the
provisional application will be considered to be ajoint
application under 35 U.S.C. 116.

[paras. (b) and (c), 47 FR 41274, Sept. 17, 1982, effective Oct.
1, 1982; 48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; 50 FR

9379, Mar. 7, 1985, effective May 8, 1985; para. (c) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995]

§ 1.46Assigned inventions and patents.

In case the whole or a part interest in the invention or in
the patent to be issued is assigned, the application must
still be made or authorized to be made, and an oath or
declaration signed, by the inventor or one of the persons
mentioned in 88 1.42, 1.43, or 1.47. However, the patent
may be issued to the assignee or jointly to the inventor
and the assignee as provided in § 3.81.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; 57 FR
29642, July 6, 1992, effective Sept. 4, 1992]
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§ 1.4Filing when an inventor refusesto sign or
cannot be reached.

(&) If ajoint inventor refusesto joinin an application
for patent or cannot be found or reached after diligent
effort, the application may be made by the other inventor
on behalf of himself or herself and the nonsigning
inventor. The oath or declaration in such an application
must be accompanied by a petition including proof of the
pertinent facts, the fee set forth in § 1.17(g), and the last
known address of the nonsigning inventor. Thenonsigning
inventor may subsequently join in the application by filing
an oath or declaration complying with § 1.63.

(b) Whenever al of the inventors refuse to execute
an application for patent, or cannot be found or reached
after diligent effort, a person to whom an inventor has
assigned or agreed in writing to assign the invention, or
who otherwise shows sufficient proprietary interest in the
matter justifying such action, may make application for
patent on behalf of and as agent for al theinventors. The
oath or declaration in such an application must be
accompanied by apetition including proof of the pertinent
facts, ashowing that such action is necessary to preserve
the rights of the parties or to prevent irreparable damage,
the fee set forth in § 1.17(g), and the last known address
of all of theinventors. Aninventor may subsequently join
in the application by filing an oath or declaration
complying with § 1.63.

(c) The Office will send notice of the filing of the
application to all inventors who have not joined in the
application at the address(es) provided in the petition
under this section, and publish notice of the filing of the
application in the Official Gazette. The Office may
dispense with this notice provision in a continuation or
divisional application, if notice regarding thefiling of the
prior application was given to the nonsigning inventor(s).

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR
2709, Jan. 20, 1983, effective Feb. 27, 1983; revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; revised, 65 FR 54604, Sept. 8, 2000,

effective Nov. 7, 2000; paras. (a) and (b) revised, 69 FR 56481, Sept.
21, 2004, effective Nov. 22, 2004]

§ 1.48orrection of inventorship in a patent
application, other than areissue application,
pursuant to 35 U.S.C. 116.

(8) Nonprovisional application after oath/declaration
filed . If the inventive entity is set forth in error in an
executed § 1.63 oath or declaration in a nonprovisional
application, and such error arose without any deceptive
intention on the part of the person named as an inventor
in error or on the part of the person who through error
was hot named as an inventor, the inventorship of the
nonprovisional application may be amended to nameonly
the actual inventor or inventors. Amendment of the
inventorship requires:
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(1) A request to correct the inventorship that sets
forth the desired inventorship change;

(2) A statement from each person being added as
an inventor and from each person being deleted as an
inventor that the error in inventorship occurred without
deceptive intention on his or her part;

(3) An oath or declaration by the actual inventor or
inventors as required by § 1.63 or as permitted by 88
1.42, 1.43 or § 147,

(4) The processing fee set forth in § 1.17(i); and

(5) If an assignment has been executed by any of
the original named inventors, the written consent of
the assignee (see § 3.73(b) of this chapter).

(b) Nonprovisional application—fewer inventorsdue
to amendment or cancellation of claims. If the correct
inventors are named in a nonprovisional application, and
the prosecution of the nonprovisional application results
in the amendment or cancellation of claims so that fewer
than al of the currently named inventors are the actual
inventors of the invention being claimed in the
nonprovisional application, an amendment must be filed
requesting deletion of the name or names of the person
or persons who are not inventors of the invention being
claimed. Amendment of the inventorship requires:

(1) A request, signed by a party set forth in
§1.33(b), to correct theinventorship that identifiesthe
named inventor or inventors being deleted and
acknowledges that the inventor’sinventionisno longer
being claimed in the nonprovisional application; and

(2) The processing fee set forth in 8§ 1.17(i).

(c) Nonprovisional application—inventorsadded for
claims to previously unclaimed subject matter. If a
nonprovisional application discloses unclaimed subject
matter by an inventor or inventors not named in the
application, the application may be amended to add claims
to the subject matter and name the correct inventors for
the application. Amendment of the inventorship requires:

(2) A request to correct the inventorship that sets
forth the desired inventorship change;

(2) A statement from each person being added as
an inventor that the addition is necessitated by
amendment of the claimsand that the inventorship error
occurred without deceptiveintention on hisor her part;

(3) An oath or declaration by the actual inventors
asrequired by 8 1.63 or as permitted by 88 1.42, 1.43,
or 8 1.47;

(4) The processing fee set forthin § 1.17(i); and

(5) If an assignment has been executed by any of
the original named inventors, the written consent of
the assignee (see § 3.73(b) of this chapter).

(d) Provisional application—adding omitted
inventors. If the name or names of an inventor or inventors
were omitted in a provisional application through error
without any deceptive intention on the part of the omitted
inventor or inventors, the provisional application may be
amended to add the name or names of the omitted inventor
or inventors. Amendment of the inventorship requires:

(1) A request, signed by a party set forthin §
1.33(b), to correct the inventorship that identifies the
inventor or inventors being added and states that the
inventorship error occurred without deceptive intention
on the part of the omitted inventor or inventors; and

(2) The processing fee set forth in § 1.17(q).

(e) Provisional application—deleting the name or
names of the inventor or inventors. If a person or persons
were named as an inventor or inventorsin a provisional
application through error without any deceptive intention
onthe part of such person or persons, an amendment may
befiled in the provisional application deleting the name
or names of the person or persons who were erroneously
named. Amendment of the inventorship requires:

() A request to correct the inventorship that sets
forth the desired inventorship change;

(2) A statement by the person or persons whose
name or names are being deleted that the inventorship
error occurred without deceptive intention on the part
of such person or persons,

(3) The processing fee set forth in 8 1.17(q); and

(4) If an assignment has been executed by any of
the original named inventors, the written consent of
the assignee (see § 3.73(b) of this chapter).

(f)

(2) Nonprovisional application—filing executed
oath/declaration corrects inventorship . If the correct
inventor or inventors are not named on filing a
nonprovisional application under § 1.53(b) without an
executed oath or declaration under § 1.63 by any of the
inventors, the first submission of an executed oath or
declaration under § 1.63 by any of theinventorsduring
the pendency of the application will act to correct the
earlier identification of inventorship. See 88 1.41(a)(4)
and 1.497(d) and (f) for submission of an executed
oath or declaration to enter the national stage under 35
U.S.C. 371 naming an inventive entity different from
theinventive entity set forth in the international stage.

(2) Provisional application filing cover sheet
correctsinventorship. If the correct inventor or
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inventors are not named on filing a provisional
application without a cover sheet under § 1.51(c)(1),
thelater submission of acover sheet under § 1.51(c)(1)
during the pendency of the application will act to
correct the earlier identification of inventorship.

(g) Additional information may be required. The
Office may require such other information as may be
deemed appropriate under the particular circumstances
surrounding the correction of inventorship.

(h) Reissue applications not covered . The provisions
of this section do not apply to reissue applications. See
88 1.171 and 1.175 for correction of inventorshipin a
patent via a reissue application.

(i) Correction of inventorship in patent . See § 1.324
for correction of inventorship in a patent.

(i) Correction of inventorship in a contested case
before the Board of Patent Appeals and Interferences .
In a contested case under part 41, subpart D, of thistitle,
arequest for correction of an application must be in the
form of amoation under § 41.121(a)(2) of thistitle and
must comply with the requirements of this section.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9379, Mar. 7,
1985, effective May 8, 1985; para. (a), 57 FR 56446, Nov. 30, 1992,
effective Jan. 4, 1993; revised, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995; revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para.
(f)(2) revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002; paras.
(a)-(c) and (i) revised and para. (j) added, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004]

THE APPLICATION

§ 1.51General requisites of an application.

(a) Applications for patents must be made to the
Director of the United States Patent and Trademark
Office.

(b) A complete application filed under § 1.53(b) or §
1.53(d) comprises:

(1) A specification as prescribed by 35 U.S.C. 112,
including aclaim or claims, see 88 1.71 to 1.77;

(2) An oath or declaration, see 88 1.63 and _1.68;

(3) Drawings, when necessary, see §§ 1.81to 1.85;
and

(4) The prescribed filing fee, search fee,
examination fee, and application size fee, see § 1.16.

(c) A complete provisional application filed under
§ 1.53(c) comprises:

(1) A cover sheet identifying:

(i) The application as a provisional
application,
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(if) The name or names of the inventor or
inventors, (see § 1.41(a)(2)),

(ii1) The residence of each named inventor,
(iv) Thetitle of the invention,

(v) The name and registration number of the
attorney or agent (if applicable),

(vi) The docket number used by the person
filing the application to identify the application
(if applicable),

(vii) The correspondence address, and

(viii) The name of the U.S. Government
agency and Government contract number (if the
invention was made by an agency of the U.S.
Government or under a contract with an agency
of the U.S. Government);

(2) A specification as prescribed by the first
paragraph of 35 U.S.C. 112, see § 1.71;

(3) Drawings, when necessary, see 8§ 1.81t0 1.85;
and

(4) The prescribed filing fee and application size
fee, see § 1.16.

(d) Applicants are encouraged to file an information
disclosure statement in nonprovisional applications. See
§1.97 and § 1.98. No information disclosure statement
may be filed in aprovisional application.

[42 FR 5593, Jan. 28, 1977; paras. (a) and (c), 47 FR 41275,
Sept. 17, 1982, effective Oct. 1, 1982; paras. (a) and (b), 48 FR 2709,
Jan. 20, 1983, effective Feb. 27, 1983; para. (b), 57 FR 2021, Jan. 17,
1992, effective Mar. 16, 1992; paras. (a) & (b) revised, 60 FR 20195,
Apr. 25, 1995, effective June 8, 1995; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997; para. (b) revised, 65 FR 54604, Sept. 8,
2000, effective Nov. 7, 2000; para. (a) revised, 68 FR 14332, Mar. 25,
2003, effective May 1, 2003; paras. (b)(4) and (c)(4) revised, 70 FR
3880, Jan. 27, 2005, effective Dec. 8, 2004]
§ 1.52 anguage, paper, writing, margins, compact
disc specifications.

() Papersthat are to become a part of the
permanent United States Patent and Trademark Office
records in the file of a patent application or a
reexamination proceeding.

(1) All papers, other than drawings, that are
submitted on paper or by facsimile transmission, and
are to become a part of the permanent United States
Patent and Trademark Office recordsin thefile of a
patent application or reexamination proceeding, must
be on sheets of paper that are the same size, not
permanently bound together, and:

(i) Flexible, strong, smooth, non-shiny,
durable, and white;
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(ii) Either 21.0 cm by 29.7 cm (DIN size A4)
or 21.6 cm by 27.9 cm (8 1/2 by 11 inches), with
each sheet including atop margin of at least 2.0
cm (3/4inch), aleft sde margin of at least 2.5 cm
(1inch), aright sidemargin of at least 2.0 cm (3/4
inch), and abottom margin of at least 2.0 cm (3/4
inch);

(iii) Written on only one side in portrait
orientation;

(iv) Plainly and legibly written either by a
typewriter or machine printer in permanent dark
ink or its equivalent; and

(v) Presented in aform having sufficient
clarity and contrast between the paper and the
writing thereon to permit the direct reproduction
of readily legible copiesin any number by use of
photographic, electrostatic, photo-offset, and
microfilming processes and el ectronic capture by
use of digital imaging and optical character
recognition.

(2) All papersthat are submitted on paper or by
facsimile transmission and are to become a part of the
permanent records of the United States Patent and
Trademark Office should have no holesin the sheets
as submitted.

(3) The provisions of this paragraph and paragraph
(b) of this section do not apply to the pre-printed
information on paper forms provided by the Office, or
to the copy of the patent submitted on paper in double
column format as the specification in areissue
application or request for reexamination.

(4) See 8§ 1.58 for chemical and mathematical
formulae and tables, and § 1.84 for drawings.

(5) Papersthat are submitted electronically to the
Officemust beformatted and transmitted in compliance
with the Office's electronic filing system requirements.

(b) The application (specification, including the
claims, drawings, and oath or declaration) or
reexamination proceeding and any amendments or
corrections to the application or reexamination
proceeding.

(1) The application or proceeding and any
amendments or correctionsto the application (including
any trandation submitted pursuant to paragraph (d) of
this section) or proceeding, except as provided for in
§ 1.69 and paragraph (d) of this section, must:

(i) Comply with therequirements of paragraph
(a) of this section; and

(ii) Bein the English language or be
accompanied by atrandlation of the application
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and atrandation of any corrections or amendments
into the English language together with a
statement that the translation is accurate.

(2) The specification (including the abstract and
claims) for other than reissue applications and
reexamination proceedings, and any amendments for
applications (including reissue applications) and
reexamination proceedings to the specification, except
as provided for in §§ 1.821 through 1.825, must have:

() Linesthat are 1 1/2 or double spaced;

(i) Text written in anonscript typefont (eg.,
Arial, Times Roman, or Courier, preferably afont
size of 12) lettering style having capital letters
which should be at least 0.3175 cm. (0.125 inch)
high, but may be no smaller than 0.21 cm. (0.08
inch) high ( e.g., afont size of 6); and

(iii) Only asingle column of text.

(3) The claim or claims must commence on a
separate physical sheet or electronic page (8§ 1.75(h)).

(4) The abstract must commence on a separate
physical sheet or electronic page or be submitted asthe
first page of the patent in areissue application or
reexamination proceeding (8 1.72(b)).

(5) Other than in areissue application or
reexamination proceeding, the pages of the
specification including claims and abstract must be
numbered consecutively, starting with 1, the numbers
being centrally located above or preferably below, the
text.

(6) Other than in areissue application or
reexamination proceeding, the paragraphs of the
specification, other than in the claims or abstract, may
be numbered at the time the application isfiled, and
should be individually and consecutively numbered
using Arabic numerals, so asto unambiguoudly identify
each paragraph. The number should consist of at |east
four numerals enclosed in square brackets, including
leading zeros ( e.g., [0001]). The numbers and
enclosing brackets should appear to theright of the left
margin as thefirst item in each paragraph, before the
first word of the paragraph, and should be highlighted
inbold. A gap, equivalent to approximately four spaces,
should follow the number. Nontext elements ( e.g.,
tables, mathematical or chemical formulae, chemica
structures, and sequence data) are considered part of
the numbered paragraph around or above the elements,
and should not beindependently numbered. If anontext
element extends to the left margin, it should not be
numbered as a separate and independent paragraph. A
list is also treated as part of the paragraph around or
above thelist, and should not be independently
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numbered. Paragraph or section headers (titles),
whether abutting the left margin or centered on the
page, are not considered paragraphs and should not be
numbered.

(©

(1) Any interlineation, erasure, cancellation or other
ateration of the application papers filed must be made
before the signing of any accompanying oath or
declaration pursuant to § 1.63 referring to those
application papers and should be dated and initialed or
signed by the applicant on the same sheet of paper.
Application papers containing alterations made after
the signing of an oath or declaration referring to those
application papers must be supported by asupplemental
oath or declaration under § 1.67. In either situation, a
substitute specification (8§ 1.125) isrequired if the
application papers do not comply with paragraphs (a)
and (b) of this section.

(2) After the signing of the oath or declaration
referring to the application papers, amendments may
only be made in the manner provided by § 1.121.

(3) Notwithstanding the provisions of this
paragraph, if an oath or declaration is a copy of the
oath or declaration from a prior application, the
application for which such copy is submitted may
contain aterations that do not introduce matter that
would have been new matter in the prior application.

(d) A nonprovisional or provisional application may
be in alanguage other than English.

(1) Nonprovisional application . If a
nonprovisional application isfiled in alanguage other
than English, an English language trand ation of the
non-English language application, a statement that the
tranglation is accurate, and the processing fee set forth
in 8§ 1.17(i) arerequired. If these items are not filed
with the application, applicant will be notified and
given aperiod of time within which they must befiled
in order to avoid abandonment.

(2) Provisional application. If aprovisional
application isfiled in alanguage other than English,
an English language trandation of the non-English
language provisional application will not be required
in the provisional application. See § 1.78(a) for the
reguirements for claiming the benefit of such
provisional application in anonprovisional application.

(e) Electronic documents that are to become part of
the permanent United States Patent and Trademark Office
recordsin thefile of a patent application or reexamination
proceeding.
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(1) The following documents may be submitted to
the Office on a compact disc in compliance with this

paragraph:
(i) A computer program listing (see § 1.96);
(ii) A “Sequence Listing” (submitted under §
1.821(c)); or

(iii) Any individual table (see § 1.58) if the
tableismore than 50 pagesin length, or if the total
number of pages of all of thetablesin an
application exceeds 100 pagesin length, where a
table page is a page printed on paper in
conformance with paragraph (b) of this section
and § 1.58(c).

(2) A compact disc as used in this part means a
Compact Disc-Read Only Memory (CD-ROM) or a
Compact Disc-Recordable (CD-R) in compliancewith
this paragraph. A CD-ROM is a“read-only” medium
on which the datais pressed into the disc so that it
cannot be changed or erased. A CD-Risa"“writeonce”
medium on which once the datais recorded, it is
permanent and cannot be changed or erased.

(©)

(i) Each compact disc must conform to the
International Standards Organization (1SO) 9660
standard, and the contents of each compact disc
must be in compliance with the American
Standard Code for Information Interchange
(ASCII). CD-R discs must be finalized so that
they are closed to further writing to the CD-R.

(i) Each compact disc must be enclosed in a
hard compact disc case within an unsealed padded
and protective mailing envel ope and accompanied
by atransmittal |etter on paper in accordance with
paragraph (@) of thissection. Thetransmittal |etter
must list for each compact disc the machine format
(eg., IBM-PC, Macintosh), the operating system
compatibility ( e.g., MS-DOS, MS-Windows,
Macintosh, Unix), alist of files contained on the
compact discincluding their names, sizesin bytes,
and dates of creation, plus any other special
information that is necessary to identify, maintain,
andinterpret ( e.g., tablesin landscape orientation
should be identified as |andscape orientation or
beidentified when inquired about) theinformation
on the compact disc. Compact discs submitted to
the Office will not be returned to the applicant.

(4) Any compact disc must be submitted
in duplicate unlessit contains only the “ Sequence
Listing” in computer readable form required by
§ 1.821(e). The compact disc and duplicate copy must
be labeled “Copy 1" and “Copy 2,” respectively. The
transmittal letter which accompanies the compact disc
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must include a statement that the two compact discs
areidentical. In the event that the two compact discs
are not identical, the Office will use the compact disc
labeled “Copy 1” for further processing. Any
amendment to the information on a compact disc must
be by way of areplacement compact discin compliance
with this paragraph containing the substitute
information, and must be accompanied by a statement
that the replacement compact disc contains no new
matter. The compact disc and copy must be labeled
“COPY 1 REPLACEMENT MM/DD/YYYY” (with
the month, day and year of creation indicated), and
“COPY 2 REPLACEMENT MM/DD/YYYY,
respectively.

(5) The specification must contain an
incorporation-by-reference of the material on the
compact disc in a separate paragraph (8 1.77(b)(5)),
identifying each compact disc by the names of thefiles
contained on each of the compact discs, their date of
creation and their sizesin bytes. The Office may require
applicant to amend the specification to include in the
paper portion any part of the specification previously
submitted on compact disc.

(6) A compact disc must also be labeled with the
following information:

(i) The name of each inventor (if known);
(ii) Title of the invention;

(iii) The docket number, or application number
if known, used by the person filing the application
to identify the application; and

(iv) A creation date of the compact disc.

(v) If multiple compact discs are submitted,
thelabel shall indicatetheir order (eg. “1of X").

(vi) Anindication that thedisk is“Copy 1" or
“Copy 2" of the submission. See paragraph (b)(4)
of this section.

(7) If afileisunreadable on both copies of thedisc,
the unreadable file will be treated as not having been
submitted. A fileis unreadableif, for example, it is of
aformat that does not comply with the requirements
of paragraph (e)(3) of this section, it is corrupted by a
computer virus, or it iswritten onto a defective compact
disc.

®)

(1) Any sequence listing in an electronic medium
in compliance with 88 1.52(e) and 1.821(c) or (e), and
any computer program listing filed in an electronic
medium in compliance with 88 1.52(e) and _1.96, will

be excluded when determining the application size fee
required by § 1.16(s) or § 1.492(j). For purposes of

determining the application size fee required by §
1.16(s) or §.1.492(j), for an application the specification
and drawings of which, excluding any sequencelisting
in compliancewith § 1.821(c) or (€), and any computer
program listing filed in an electronic medium in
compliancewith 88 1.52(e) and _1.96, are submittedin
whole or in part on an electronic medium other than
the Office e ectronic filing system, each three kil obytes
of content submitted on an electronic medium shall be
counted as a sheet of paper.

(2) Except as otherwise provided in this paragraph,
the paper size equivalent of the specification and
drawings of an application submitted via the Office
electronic filing system will be considered to be
seventy-five percent of the number of sheets of paper
present in the specification and drawings of the
application when entered into the Office file wrapper
after being rendered by the Office electronic filing
system for purposes of determining the application size
feerequired by § 1.16(s). Any sequencelisting in
compliance with § 1.821(c) or (e), and any computer
program listing in compliance with § 1.96, submitted
viathe Office electronicfiling system will be excluded
when determining the application size fee required by
§ 1.16(s) if the listing is submitted in ASCII text as
part of an associated file.

[43 FR 20462, May 11, 1978, paras. (a) and (d), 47 FR 41275,

Sept. 17, 1982, effective Oct. 1, 1982; para. (c), 48 FR 2709, Jan. 20,
1983, effective Feb. 27, 1983; para. (d), 49 FR 554, Jan. 4, 1984,
effective Apr. 1, 1984; para. (c), 57 FR 2021, Jan. 17, 1992, effective
Mar. 16, 1992; paras. (a) and (b) amended, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996; paras. (a), (¢) & (d) revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; para. (€) added, 65 FR 54604, Sept.
8, 2000, effective Sept. 8, 2000 (effective date corrected, 65 FR 78958,
Dec. 18, 2000); paras. (8), (b), and (c) revised, 65 FR 54604, Sept. 8,
2000, effective Nov. 7, 2000; para. (d) revised, 65 FR 57024, Sept. 20,
2000, effective Nov. 29, 2000; paras. (a) and (b) revised, 68 FR 38611,
June 30, 2003, effective July 30, 2003; section heading and paras.
(b)(2)(ii), (€)(2)(iii) and (€)(3)(i)-(ii) revised, 69 FR 56481, Sept. 21,
2004, effective Oct. 21, 2004; section heading revised and para. (f)
added; 70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004; para. (f)
revised, 70 FR 30360, May 26, 2005, effective July 1, 2005; para. (€)(5)
revised, 70 FR 54259, Sept. 14, 2005, effective Sept. 14, 2005; paras.
@(5), (8)(7), and (b)(7) removed and para. (8)(6) redesignated as (8)(5),
70 FR 56119, Sept. 26, 2005, effective Nov. 25, 2005; para. (d)(2)
revised, 72 FR 46716, Aug. 21, 2007 (implementation enjoined and
never became effective); para. (d)(2) revised, 74 FR 52686, Oct. 14,
2009, effective Oct. 14, 2009 (to remove changes made by the final
rulesin 72 FR 46716 from the CFR)]

§ 1.53Application number, filing date, and
completion of application.

(a) Application number. Any papersreceived in the
Patent and Trademark Office which purport to be an
application for a patent will be assigned an application
number for identification purposes.

(b) Application filing requirements - Nonprovisional
application . The filing date of an application for patent
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filed under this section, except for a provisional
application under paragraph (c) of this section or a
continued prosecution application under paragraph (d) of
this section, is the date on which a specification as
prescribed by 35 U.S.C. 112 containing a description
pursuant to § 1.71 and at least one claim pursuant to §
1.75, and any drawing required by § 1.81(a) arefiled in
the Patent and Trademark Office. No hew matter may be
introduced into an application after itsfiling date. A
continuing application, which may be a continuation,
divisional, or continuation-in-part application, may be
filed under the conditions specifiedin 35 U.S.C. 120, 121
or 365(c) and § 1.78(a).

(1) A continuation or divisional application that
names as inventors the same or fewer than all of the
inventors named in the prior application may be filed
under this paragraph or paragraph (d) of this section.

(2) A continuation-in-part application (which may
disclose and claim subject matter not disclosed in the
prior application) or a continuation or divisional
application naming an inventor not named in the prior
application must be filed under this paragraph.

(c) Application filing requirements - Provisional
application . Thefiling date of a provisional application
is the date on which a specification as prescribed by the
first paragraph of 35 U.S.C. 112, and any drawing
required by §1.81(a) arefiled in the Patent and Trademark
Office. No amendment, other than to make the provisional
application comply with the patent statute and all
applicable regulations, may be made to the provisional
application after the filing date of the provisional
application.

(2) A provisional application must also include the
cover sheet required by § 1.51(c)(1), which may be an
application data sheet (8 1.76), or a cover |etter
identifying the application asaprovisional application.
Otherwise, the application will be treated as an
application filed under paragraph (b) of this section.

(2) An application for patent filed under paragraph
(b) of this section may be converted to a provisional
application and be accorded the original filing date of
the application filed under paragraph (b) of this section.
The grant of such arequest for conversion will not
entitle applicant to arefund of the fees that were
properly paid in the application filed under paragraph
(b) of this section. Such areguest for conversion must
be accompanied by the processing fee set forth in §
1.17(q) and befiled prior to the earliest of:

(i) Abandonment of the application filed under
paragraph (b) of this section;

(i) Payment of theissuefee onthe application
filed under paragraph (b) of this section;
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(iii) Expiration of twelve months after the
filing date of the application filed under paragraph
(b) of this section; or

(iv) Thefiling of arequest for a statutory
invention registration under § 1.293 in the
application filed under paragraph (b) of this
section.

(3) A provisional application filed under paragraph
(c) of thissection may be converted to anonprovisional
application filed under paragraph (b) of this section
and accorded the origina filing date of the provisional
application. The conversion of aprovisional application
to anonprovisional application will not result in either
the refund of any fee properly paid in the provisional
application or the application of any such feeto the
filing fee, or any other fee, for the nonprovisional
application. Conversion of aprovisional application to
anonprovisional application under this paragraph will
result in the term of any patent to issue from the
application being measured from at |east thefiling date
of the provisional application for which conversion is
requested. Thus, applicants should consider avoiding
this adverse patent term impact by filing a
nonprovisional application claiming the benefit of the
provisional application under 35 U.S.C. 119(e) (rather
than converting the provisional application into a
nonprovisional application pursuant to this paragraph).
A request to convert a provisional applicationto a
nonprovisional application must be accompanied by
the fee set forth in § 1.17(i) and an amendment
including at least one claim as prescribed by the second
paragraph of 35 U.S.C. 112, unlessthe provisional
application under paragraph (c) of this section
otherwise contains at least one claim as prescribed by
the second paragraph of 35 U.S.C.112. The
nonprovisional application resulting from conversion
of aprovisional application must also includethefiling
fee, search fee, and examination fee for a
nonprovisional application, an oath or declaration by
the applicant pursuant to 88 1.63, 1.162, or 1.175, and
the surcharge required by § 1.16(f) if either the basic
filing fee for a nonprovisional application or the oath
or declaration was not present on the filing date
accorded the resulting nonprovisiona application (i.e.,
the filing date of the original provisional application).
A request to convert a provisional applicationto a
nonprovisional application must also be filed prior to
the earliest of:

(i) Abandonment of the provisiona application
filed under paragraph (c) of this section; or

(ii) Expiration of twelve months after thefiling
date of the provisional application filed under
paragraph (c) of this section.
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(4) A provisiona application is not entitled to the
right of priority under 35 U.S.C. 119 or 365(a) or
§ 1.55, or to the benefit of an earlier filing date under
35 U.S.C. 120, 121 or 365(c) or § 1.78 of any other
application. No claim for priority under 35 U.S.C.
119(e) or § 1.78(a)(4) may be made in adesign
application based on a provisional application. No
reguest under § 1.293 for a statutory invention
registration may befiled in a provisional application.
The requirements of 88 1.821 through 1.825 regarding
application disclosures containing nucleotide and/or
amino acid sequences are not mandatory for provisional
applications.

(d) Application filing requirements - Continued
prosecution (nonprovisional) application.

(1) A continuation or divisional application (but
not a continuation-in-part) of a prior nonprovisional
application may be filed as a continued prosecution
application under this paragraph, provided that:

(i) The applicationisfor adesign patent;

(i) The prior nonprovisional application isa
design application that is compl ete as defined by
§ 1.51(b); and

(iii) The application under this paragraph is
filed before the earliest of:

(A) Payment of the issue fee on the
prior application, unless a petition under
§1.313(c) isgranted in the prior
application;

(B) Abandonment of the prior
application; or

(C) Termination of proceedingsonthe
prior application.

(2) Thefiling date of a continued prosecution
application isthe date on which arequest on a separate
paper for an application under this paragraph isfiled.
An application filed under this paragraph:

(i) Must identify the prior application;

(ii) Discloses and claims only subject matter
disclosed in the prior application;

(iii) Names as inventors the same inventors
named in the prior application on the date the
application under this paragraph wasfiled, except
as provided in paragraph (d)(4) of this section;

(iv) Includes the request for an application
under this paragraph, will utilize the file jacket
and contents of the prior application, including
the specification, drawings and oath or declaration
from the prior application, to constitute the new
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application, and will be assigned the application
number of the prior application for identification
purposes; and

(v) Isarequest to expressly abandon the prior
application as of the filing date of the request for
an application under this paragraph.

(3) Thefiling fee, search fee, and examination fee
for acontinued prosecution application filed under this
paragraph are the basic filing fee as set forth in §
1.16(b), the search fee as set forthin § 1.16 (1), and the
examination fee as set forth in § 1.16(p).

(4) An application filed under this paragraph may
be filed by fewer than all the inventors named in the
prior application, provided that the request for an
application under this paragraph when filed is
accompanied by a statement requesting deletion of the
name or names of the person or persons who are not
inventors of the invention being claimed in the new
application. No person may be named as an inventor
in an application filed under this paragraph who was
not named as an inventor in the prior application on
the date the application under this paragraph wasfiled,
except by way of correction of inventorship under
§1.48.

(5) Any new change must be made in the form of
an amendment to the prior application asit existed prior
to thefiling of an application under this paragraph. No
amendment in an application under this paragraph (a
continued prosecution application) may introduce new
matter or matter that would have been new matter in
the prior application. Any new specification filed with
thereguest for an application under this paragraph will
not be considered part of the original application
papers, but will be treated as a substitute specification
in accordance with § 1.125.

(6) Thefiling of acontinued prosecution application
under this paragraph will be construed to include a
waiver of confidentiality by the applicant under
35 U.S.C. 122 to the extent that any member of the
public, who is entitled under the provisions of § 1.14
to accessto, copiesof, or information concerning either
the prior application or any continuing application filed
under the provisions of this paragraph, may be given
similar access to, copies of, or similar information
concerning the other application or applicationsin the
file jacket.

(7) A request for an application under this
paragraph is the specific reference required by
35 U.S.C. 120 to every application assigned the
application number identified in such request. No
amendment in an application under this paragraph may
delete this specific reference to any prior application.
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(8) In addition to identifying the application number
of the prior application, applicant should furnishin the
reguest for an application under this paragraph the
following information relating to the prior application
to the best of his or her ability:

(i) Title of invention;
(ii) Name of applicant(s); and
(iii) Correspondence address.

(9) See § 1.103(b) for requesting alimited
suspension of action in an application filed under this
paragraph.

(e) Failureto meet filing date requirements.

(1) If an application deposited under paragraph (b),
(c), or (d) of this section does not meet the requirements
of such paragraph to be entitled to afiling date,
applicant will be so notified, if a correspondence
address has been provided, and given a period of time
within which to correct the filing error. If, however, a
reguest for an application under paragraph (d) of this
section does not meet the requirements of that
paragraph because the application in which the request
was filed is not a design application, and if the
application in which the request was filed was itself
filed on or after June 8, 1995, the request for an
application under paragraph (d) of this section will be
treated as arequest for continued examination under §
1.114.

(2) Any request for review of anotification pursuant
to paragraph (€)(1) of thissection, or anotification that
the original application papers lack a portion of the
specification or drawing(s), must be by way of a
petition pursuant to this paragraph accompanied by the
fee set forth in 8 1.17(f). In the absence of atimely (8
1.181(f)) petition pursuant to this paragraph, thefiling
date of an application in which the applicant was
notified of afiling error pursuant to paragraph (e)(1)
of this section will be the date the filing error is
corrected.

(3) If an applicant is notified of afiling error
pursuant to paragraph (€)(1) of this section, but failsto
correct the filing error within the given time period or
otherwise timely (8 1.181(f)) take action pursuant to
this paragraph, proceedingsin the application will be
considered terminated. Where proceedingsin an
application are terminated pursuant to this paragraph,
the application may be disposed of, and any filing fees,
less the handling fee set forth in § 1.21(n), will be
refunded.

(f) Completion of application subsequent to
filing—Nonprovisional (including continued prosecution
or reissue) application.
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(1) If an application which has been accorded a
filing date pursuant to paragraph (b) or (d) of this
section does not include the basic filing fee, the search
fee, or the examination fee, or if an application which
has been accorded a filing date pursuant to paragraph
(b) of this section does not include an oath or
declaration by the applicant pursuant to 88 1.63, 1.162
or § 1.175, and applicant has provided a correspondence
address (8.1.33(a)), applicant will be notified and given
aperiod of time within which to pay the basic filing
fee, search fee, and examination fee, file an oath or
declaration in an application under paragraph (b) of
this section, and pay the surcharge if required by §
1.16(f) to avoid abandonment.

(2) If an application which has been accorded a
filing date pursuant to paragraph (b) of this section does
not include the basic filing fee, the search fee, the
examination fee, or an oath or declaration by the
applicant pursuant to 88 1.63, 1.162 or § 1.175, and
applicant has not provided a correspondence address
(8 1.33(a)), applicant has two months from the filing
date of the application within which to pay the basic
filing fee, search fee, and examination fee, file an oath
or declaration, and pay the surcharge required by §
1.16(f) to avoid abandonment.

(3) If theexcessclaimsfeesrequired by 88 1.16(h)
and (i) and multiple dependent claim fee required by
8 1.16(j) are not paid on filing or on later presentation
of the claims for which the excess claims or multiple
dependent claim fees are due, the feesrequired by 88§
1.16(h), (i) and (j) must be paid or the claims canceled
by amendment prior to the expiration of thetime period
set for reply by the Officein any notice of fee
deficiency. If the application size fee required by §
1.16(s) (if any) isnot paid on filing or on later
presentation of the amendment necessitating afee or
additional fee under § 1.16(s), the fee required by §
1.16(s) must be paid prior to the expiration of thetime
period set for reply by the Office in any notice of fee
deficiency in order to avoid abandonment.

(4) This paragraph applies to continuation or
divisional applications under paragraphs (b) or (d) of
this section and to continuation-in-part applications
under paragraph (b) of this section. See § 1.63(d)
concerning the submission of acopy of the oath or
declaration from the prior application for acontinuation
or divisional application under paragraph (b) of this
section.

(5) If applicant does not pay the basic filing fee
during the pendency of the application, the Office may
dispose of the application.

(g) Completion of application subsequent to

filing—Provisional application.
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() If aprovisional application which has been
accorded afiling date pursuant to paragraph (c) of this
section does not include the cover sheet required by §
1.51(c)(1) or the basic filing fee (§ _1.16(d)), and
applicant has provided a correspondence address (8
1.33(a)), applicant will be notified and given a period
of time within which to pay the basic filing fee, filea
cover sheet (8 1.51(c)(1)), and pay the surcharge
required by 8§ 1.16(qg) to avoid abandonment.

(2) If aprovisional application which has been
accorded afiling date pursuant to paragraph (c) of this
section does not include the cover sheet required by §
1.51(c)(1) or the basic filing fee (§ _1.16(d)), and
applicant has not provided a correspondence address
(8 1.33(a)), applicant has two months from the filing
date of the application within which to pay the basic
filing fee, file a cover sheet (8 1.51(c)(1)), and pay the
surchargerequired by § 1.16(g) to avoid abandonment.

(3) If the application sizefeerequired by § 1.16(s)
(if any) isnot paid on filing, the fee required by §
1.16(s)must be paid prior to the expiration of the time
period set for reply by the Office in any notice of fee
deficiency in order to avoid abandonment.

(4) If applicant does not pay the basic filing fee
during the pendency of the application, the Office may
dispose of the application.

(h) Subsequent treatment of application -
Nonprovisional (including continued prosecution)
application. An application for a patent filed under
paragraphs (b) or (d) of this section will not be placed on
the files for examination until al itsrequired parts,
complying with the rules relating thereto, are received,
except that certain minor informalities may be waived
subject to subsequent correction whenever required.

(i) Subsequent treatment of application - Provisional
application. A provisional application for a patent filed
under paragraph (c) of this section will not be placed on
thefiles for examination and will become abandoned no
later than twelve months after its filing date pursuant to
35 U.S.C. 111(b)(1).

() Filing date of international application. Thefiling
date of an international application designating the United
States of Americaistreated asthefiling datein the United
States of Americaunder PCT Article 11(3), except as
provided in 35 U.S.C. 102(e).

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; paras. (b)
and (d), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; para. (c), 50
FR 31826, Aug. 6, 1985, effective Oct. 5, 1985; paras. (c) and (d), 53
FR 47808, Nov. 28, 1988, effective Jan. 1, 1989; paras. (b) and (c), 54
FR 47518, Nov. 15, 1989, effective Jan. 16, 1990; paras. (a)-(€) revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995; revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (d) revised, 63 FR
5734, Feb. 4, 1998, effective Feb. 4, 1998 (adopted asfinal, 63 FR
36184, Jul. 2, 1998); paras. (¢)(3), (c)(4) and (d) revised, 65 FR 14865,
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Mar. 20, 2000, effective May 29, 2000 (paras. (c)(4) and (d) adopted
asfinal, 65 FR 50092, Aug. 16, 2000); para. (c)(3) revised, 65 FR 50092,
Aug. 16, 2000, effective Aug. 16, 2000; paras. (c)(1), (¢)(2), (d)(4),
(©)(2), (f), and (g) revised and para. (d)(10) added, 65 FR 54604, Sept.
8, 2000, effective Nov. 7, 2000; para. (c)(4) revised, 65 FR 78958, Dec.
18, 2000; para. (d)(9) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003; paras. (d)(2), (d)(3) and (e)(1) revised, 68 FR 32376, May
30, 2003, effective July 14, 2003; para. (d)(9) deleted and para. (d)(10)
redesignated as para. (d)(9), 69 FR 29865, May 26, 2004, effective June
25, 2004; para. (€)(2) revised, 69 FR 56481, Sept. 21, 2004, effective
Nov. 22, 2004; paras (c)(3), (f) and (g) revised, 70 FR 3880, Jan. 27,
2005, effective Dec., 8, 2004; paras. (d)(3) and (f)(5) revised, 70 FR
30360, May 26, 2005, effective July 1, 2005; paras. (b) and (c)(4)
revised, 72 FR 46716, Aug. 21, 2007 (implementation enjoined and
never became effective); paras. (b) and (c)(4) revised, 74 FR 52686,
Oct. 14, 2009, effective Oct. 14, 2009 (to remove changes made by the
fina rulesin 72 FR 46716 from the CFR)]

§ 1.54Parts of application to befiled together; filing
receipt.

(a) It isdesirable that all parts of the complete
application be deposited in the Office together; otherwise,
aletter must accompany each part, accurately and clearly
connecting it with the other parts of the application.

See § 1.53(f) and (g) with regard to completion of an
application.

(b) Applicant will be informed of the application
number and filing date by afiling receipt, unless the
application is an application filed under § 1.53(d).

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; para. (b)

amended, 61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996; revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.5%Claim for foreign priority.

(8 An applicant in anonprovisiona application may
claim the benefit of the filing date of one or more prior
foreign applications under the conditions specified in 35
U.S.C. 119(a) through (d) and (f), 172, and 365(a) and
(b).

D

(i) In an original application filed under

35 U.S.C. 111(a), the claim for priority must be
presented during the pendency of the application,
and within thelater of four monthsfrom the actual
filing date of the application or sixteen months
from thefiling date of the prior foreign
application. Thistime period is not extendable.
The claim must identify the foreign application
for which priority is claimed, as well as any
foreign application for the same subject matter
and having afiling date before that of the
application for which priority is claimed, by
specifying the application number, country (or
intellectual property authority), day, month, and
year of itsfiling. The time periodsin this
paragraph do not apply in an application under 35
U.S.C. 111(a) if the application is:

(A) A design application; or
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(B) An application filed before
November 29, 2000.

(ii) In an application that entered the national
stage from an international application after
compliance with 35 U.S.C. 371, the claim for
priority must be made during the pendency of the
application and within the time limit set forth in
the PCT and the Regulations under the PCT.

(2) Theclaim for priority and the certified copy of
the foreign application specified in 35 U.S.C. 119(b)
or PCT Rule 17 must, in any event, befiled before the
patent isgranted. If theclaim for priority or the certified
copy of the foreign application isfiled after the date
theissuefeeispaid, it must be accompanied by the
processing fee set forthin § 1.17(i), but the patent will
not include the priority claim unless corrected by a
certificate of correction under 35 U.S.C. 255 and §
1.323

(3) The Office may require that the claim for
priority and the certified copy of theforeign application
be filed earlier than provided in paragraphs (a)(1) or
(a)(2) of this section:

(i) When the application becomesinvolved in
an interference (see § 41.202 of thistitle),

(if) When necessary to overcome the date of
areference relied upon by the examiner, or

(iil) When deemed necessary by the examiner.
(4)

(i) An Engdlish language trandlation of a
non-English language foreign application is not
required except:

(A) When the application isinvolved

in an interference (see § 41.202 of this
title),

(B) When necessary to overcome the
date of areference relied upon by the
examiner, or

(C) When specifically required by the
examiner.

(i1) If an English language trandation is required,
it must be filed together with a statement that the
tranglation of the certified copy is accurate.

(b) An applicant in anonprovisional application may

claim for such right as specified in paragraph (a) of this
section, shall include an affidavit or declaration. The
affidavit or declaration must include a specific statement
that, upon an investigation, he or sheis satisfied that to
the best of hisor her knowledge, the applicant, when filing
the application for theinventor’s certificate, had the option
to file an application for either a patent or an inventor’s
certificate as to the subject matter of the identified claim
or claims forming the basis for the claim of priority.

(c) Unless such claim is accepted in accordance with
the provisions of this paragraph, any claim for priority
under 35 U.S.C. 119(a)-(d) or 365(a) not presented within
the time period provided by paragraph (@) of this section
is considered to have been waived. If aclaim for priority
under 35 U.S.C. 119(a)-(d) or 365(a) is presented after
the time period provided by paragraph (a) of this section,
the claim may be accepted if the claim identifying the
prior foreign application by specifying its application
number, country (or intellectual property authority), and
the day, month, and year of its filing was unintentionally
delayed. A petition to accept adelayed claim for priority
under 35 U.S.C. 119(a)-(d) or 365(a) must be
accompanied by:

(1) Theclaimunder 35U.S.C. 119(a)-(d) or -365(a)
and this section to the prior foreign application, unless
previously submitted;

(2) The surcharge set forthin § 1.17(t); and

(3) A statement that the entire delay between the
date the claim was due under paragraph (a)(1) of this
section and the date the claim was filed was
unintentional. The Director may require additional
information where thereisaquestion whether the delay
was unintentional.

(d)

(2) Therequirement in this section for the certified
copy of the foreign application will be considered
satisfied if:

(i) The applicant files arequest, in a separate
document, that the Office obtain a copy of the
foreign application from aforeign intellectual
property office participating with the Officein a
bilateral or multilateral priority document
exchange agreement (participating foreign
intellectual property office (see § 1.14 (h)(2));

(if) Theforeign application isidentified in the
oath or declaration (8 1.63(c)) or an application
data sheet (§ 1.76 (3)(6)); and

under certain circumstances claim priority on the basis
of one or more applications for an inventor’s certificate
in a country granting both inventor’s certificates and
patents. To claim the right of priority on the basis of an
application for an inventor’s certificate in such a country
under 35 U.S.C. 119(d), the applicant when submitting a
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(i) The copy of the foreign application is
received by the Office within the period set forth
in paragraph (a) of this section. Such arequest
should be made within the later of four months
from the filing date of the application or sixteen
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months from the filing date of the foreign
application.

(2) If theforeign application wasfiled at aforeign
intellectual property officethat isnot participating with
the Officein apriority document exchange agreement,
but a copy of the foreign application wasfiled in an
application subsequently filed in aparticipating foreign
intellectual property office, the request under paragraph
(d)(1)(i) of this section must identify the participating
foreign intellectual property office and the application
number of the subsequent application in which a copy
of the foreign application was filed.

[para. (b), 47 FR 41275, Sept. 17, 1982, effective Oct. 1 1982;

48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; para. (b), 49 FR
554, Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416, Dec.
12, 1984, effective Feb. 11, 1985; para. (a), 54 FR 6893, Feb. 15, 1989,
effective Apr. 17, 1989; para. (a) revised, 54 FR 9432, March 7, 1989,
effectiveApr. 17, 1989; para. (a), 54 FR 47518, Nov. 15, 1989, effective
Jan. 16, 1990; para. (a) revised, 58 FR 54504, Oct. 22, 1993, effective
Jan. 3, 1994; revised, 60 FR 20195, Apr.25, 1995, effective June 8,
1995; para. (a) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; para. (a) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; para. (&) revised and para. (c) added, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; paras. (a) and (c) corrected, 65 FR 66502, Nov.
6, 2000, effective Nov. 29, 2000; paras.(a)(1) and (c) revised, 66 FR
67087, Dec. 28, 2001, effective Dec. 28, 2001; para. (c)(3) revised, 68
FR 14332, Mar. 25, 2003, effective May 1, 2003; paras. (8)(3) and (a)(4)
revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004; para.
(d) added, 72 FR 1664, Jan. 16, 2007, effective Jan. 16, 2007]

§ 1.5uty to disclose information material to
patentability.

(a) A patent by itsvery natureis affected with apublic
interest. The public interest is best served, and the most
effective patent examination occurs when, at the time an
application is being examined, the Office is aware of and
evaluates the teachings of al information material to
patentability. Each individual associated with the filing
and prosecution of a patent application has a duty of
candor and good faith in dealing with the Office, which
includes a duty to disclose to the Office all information
known to that individual to be material to patentability as
defined in this section. The duty to disclose information
exists with respect to each pending claim until the claim
is cancelled or withdrawn from consideration, or the
application becomes abandoned. Information material
to the patentability of aclaim that is cancelled or
withdrawn from consideration need not be submitted if
the information is not material to the patentability of any
claim remaining under consideration in the application.
Thereis no duty to submit information which is not
material to the patentability of any existing claim. The
duty to disclose all information known to be material to
patentability is deemed to be satisfied if all information
known to be material to patentability of any claim issued
in a patent was cited by the Office or submitted to the
Office in the manner prescribed by 88 1.97(b)-(d) and

1.98. However, no patent will be granted on an application
in connection with which fraud on the Office was
practiced or attempted or the duty of disclosure was
violated through bad faith or intentional misconduct. The
Office encourages applicants to carefully examine:

(1) Prior art cited in search reports of aforeign
patent office in a counterpart application, and

(2) The closest information over which individuals
associated with the filing or prosecution of a patent
application believe any pending claim patentably
defines, to make sure that any material information
contained therein is disclosed to the Office.

(b) Under this section, information is material to
patentability when it is not cumulative to information
aready of record or being made of record in the
application, and

(1) It establishes, by itself or in combination with
other information, a prima facie case of unpatentability
of aclaim; or

(2) It refutes, or isinconsistent with, aposition the
applicant takesin:

(i) Opposing an argument of unpatentability
relied on by the Office, or

(i) Asserting an argument of patentability.

A primafacie case of unpatentability is established when
the information compels a conclusion that a claim is
unpatentable under the preponderance of evidence,
burden-of-proof standard, giving each term in the claim
its broadest reasonable construction consistent with the
specification, and before any consideration is given to
evidence which may be submitted in an attempt to
establish a contrary conclusion of patentability.

(c) Individuals associated with the filing or
prosecution of apatent application within the meaning of
this section are;

(1) Each inventor named in the application;

(2) Each attorney or agent who prepares or
prosecutes the application; and

(3) Every other person who is substantively
involved in the preparation or prosecution of the
application and who is associated with the inventor,
with the assignee or with anyone to whom thereisan
obligation to assign the application.

(d) Individuals other than the attorney, agent or
inventor may comply with this section by disclosing
information to the attorney, agent, or inventor.

(e) In any continuation-in-part application, the duty
under this section includes the duty to disclose to the
Officeall information known to the person to be material
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to patentability, asdefined in paragraph (b) of this section,
which became available between the filing date of the
prior application and the national or PCT international
filing date of the continuation-in-part application.

[42 FR 5593, Jan. 28, 1977; paras. (d) & (6) - (i), 47 FR 21751,
May 19, 1982, effective July 1, 1982; para. (c), 48 FR 2710, Jan. 20,
1983, effective Feb. 27, 1983; paras. (b) and (j), 49 FR 554, Jan. 4, 1984,
effective Apr. 1, 1984; paras. (d) and (h), 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985; para. (€), 53 FR 47808, Nov. 28, 1988, effective

Jan. 1, 1989; 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para.
(€) added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]

§ 1.574ncorporation by reference.

(a) Subject to the conditions and requirements of this
paragraph, if all or a portion of the specification or
drawing(s) isinadvertently omitted from an application,
but the application contains a claim under § 1.55 for
priority of a prior-filed foreign application, or aclaim
under §_1.78 for the benefit of a prior-filed provisional,
nonprovisional, or international application, that was
present on the filing date of the application, and the
inadvertently omitted portion of the specification or
drawing(s) is completely contained in the prior-filed
application, the claim under § 1.55 or § 1.78 shall also be
considered an incorporation by reference of the prior-filed
application as to the inadvertently omitted portion of the
specification or drawing(s).

(2) The application must be amended to include the
inadvertently omitted portion of the specification or
drawing(s) within any time period set by the Office,
but in no case later than the close of prosecution as
defined by § 1.114(b), or abandonment of the
application, whichever occurs earlier. The applicant is
also required to:

(i) Supply acopy of the prior-filed application,
except where the prior-filed application is an
application filed under 35 U.S.C. 111;

(i) Supply an English language trandlation of
any prior-filed application that isin alanguage
other than English; and

(iii) Identify where the inadvertently omitted
portion of the specification or drawings can be
found in the prior-filed application.

(2) Any amendment to an international application
pursuant to this paragraph shall be effective only asto
the United States, and shall have no effect on the
international filing date of the application. In addition,
no request under this section to add the inadvertently
omitted portion of the specification or drawingsin an
international application designating the United States
will be acted upon by the Office prior to the entry and
commencement of the national stage (8 1.491) or the
filing of an application under 35 U.S.C. 111(a) which
claims benefit of the international application. Any
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omitted portion of the international application which
applicant desires to be effective asto all designated
States, subject to PCT Rule 20.8(b), must be submitted
in accordance with PCT Rule 20.

(3) If an application is not otherwise entitled to a
filing date under § 1.53(b), the amendment must be by
way of a petition pursuant to this paragraph
accompanied by the fee set forth in § 1.17(f).

(b) Except as provided in paragraph (a) of this
section, an incorporation by reference must be set forth
in the specification and must:

(1) Express a clear intent to incorporate by
reference by using the root words “incorporat(e)”
and “reference’ (e.g., “incorporate by reference’);
and

(2) Clearly identify the referenced patent,
application, or publication.

(c) “Essential material” may be incorporated by
reference, but only by way of an incorporation by
referenceto aU.S. patent or U.S. patent application
publication, which patent or patent application publication
does not itself incorporate such essential materia by
reference. “ Essential material” ismaterial that isnecessary
to:

(1) Provide awritten description of the claimed
invention, and of the manner and process of making
and using it, in such full, clear, concise, and exact terms
asto enable any person skilled in the art to which it
pertains, or with which it is most nearly connected, to
make and use the same, and set forth the best mode
contemplated by the inventor of carrying out the
invention as required by the first paragraph of 35
U.S.C. 112;

(2) Describe the claimed invention in terms that
particularly point out and distinctly claim the invention
asrequired by the second paragraph of 35 U.S.C. 112;
or

(3) Describe the structure, material, or acts that
correspond to a claimed means or step for performing
aspecified function asrequired by the sixth paragraph
of 35 U.S.C. 112,

(d) Other material (“Nonessential material”) may be
incorporated by referenceto U.S. patents, U.S. patent
application publications, foreign patents, foreign published
applications, prior and concurrently filed commonly
owned U.S. applications, or non-patent publications. An
incorporation by reference by hyperlink or other form of
browser executable code is not permitted.

(e) The examiner may require the applicant to supply
acopy of the material incorporated by reference. If the
Office requires the applicant to supply acopy of material
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incorporated by reference, the material must be
accompanied by a statement that the copy supplied
consists of the same material incorporated by reference
in the referencing application.

(f) Any insertion of material incorporated by reference
into the specification or drawings of an application must
be by way of an amendment to the specification or
drawings. Such an amendment must be accompanied by
astatement that the material being inserted isthe material
previously incorporated by reference and that the
amendment contains no new matter.

(g) Anincorporation of material by reference that
does not comply with paragraphs (b), (c), or (d) of this
section isnot effective to incorporate such material unless
corrected within any time period set by the Office, but in
no case later than the close of prosecution as defined by
§1.114(b), or abandonment of the application, whichever
occurs earlier. In addition:

(2) A correction to comply with paragraph (b)(1)
of this section is permitted only if the application as
filed clearly conveys an intent to incorporate the
material by reference. A mere reference to material
does not convey an intent to incorporate the material
by reference.

(2) A correction to comply with paragraph (b)(2)
of this section is only permitted for material that was
sufficiently described to uniquely identify the
document.

[Added, 69 FR 56481, Sept. 21, 2004, effective Oct. 21, 2004;

para. (a)(3) added, 69 FR 56481, Sept. 21, 2004, effective Nov. 22,
2004; para. (a)(2) revised, 72 FR 51559, Sept. 10, 2007, effective Sept.
10, 2007
§ 1.58hemical and mathematical formulae and
tables.

(a) The specification, including the claims, may
contain chemical and mathematical formulag, but shall
not contain drawings or flow diagrams. The description
portion of the specification may contain tables, but the
same tables may only be included in both the drawings
and description portion of the specification if the
application was filed under 35 U.S.C. 371. Claims may
contain tables either if necessary to conformto 35 U.S.C.
112 or if otherwise found to be desirable.

(b) Tables that are submitted in electronic form (88
1.96(c) and 1.821(c)) must maintain the spatial
relationships ( e.g., alignment of columns and rows) of
the table elements when displayed so asto visually
preservetherelational information they convey. Chemical
and mathematical formulae must be encoded to maintain
the proper positioning of their characters when displayed
in order to preserve their intended meaning.

(c) Chemical and mathematical formulae and tables
must be presented in compliance with § 1.52(a) and (b),
except that chemical and mathematical formulae or tables
may be placed in alandscape orientation if they cannot
be presented satisfactorily in a portrait orientation.
Typewritten characters used in such formulae and tables
must be chosen from a block (nonscript) type font or
lettering style having capital letters which should be at
least 0.422 cm. (0.166 inch) high ( e.g., preferably Arial,
Times Roman, or Courier with afont size of 12), but may
be no smaller than 0.21 cm. (0.08 inch) high (e.g., afont
sizeof 6). A spaceat least 0.64 cm. (1/4inch) high should
be provided between complex formulae and tables and
thetext. Tables should have thelinesand columns of data
closely spaced to conserve space, consistent with ahigh
degree of legibility.

[43 FR 20463, May 11, 1978; para. (b) removed and reserved,
para. (c) amended, 61 FR 42790, Aug. 19, 1996, effective Sept. 23,

1996; para. (b) added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; revised, 69 FR 56481, Sept. 21, 2004, effective Oct. 21, 2004]

§ 1.5%xpungement of information or copy of papers
in application file.

@

(1) Information in an application will not be
expunged, except as provided in paragraph (b) of this
section or § 41.7(a) of thistitle.

(2) Information forming part of the original
disclosure (i.e. , written specification including the
claims, drawings, and any preliminary amendment
specifically incorporated into an executed oath or
declaration under 88 1.63 and 1.175) will not be
expunged from the application file.

(b) An applicant may request that the Office expunge
information, other than what is excluded by paragraph
(8)(2) of this section, by filing a petition under this
paragraph. Any petition to expunge information from an
application must include the fee set forthin 8 1.17(g) and
establish to the satisfaction of the Director that the
expungement of the information is appropriate in which
case a hotice granting the petition for expungement will
be provided.

(c) Upon request by an applicant and payment of the
fee specified in § 1.19(b), the Office will furnish copies
of an application, unlessthe application has been disposed
of (see 88 1.53(e), (f) and (g)). The Office cannot provide
or certify copies of an application that has been disposed
of.

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 554,
Jan. 4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; 50 FR 23123, May 31, 1985, effective Feb. 11,
1985; revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (b)
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (b)
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised,
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68 FR 38611, June 30, 2003, effective July 30, 2003; para. (8)(1) revised,
69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004; para. (b) revised,
69 FR 56481, Sept. 21, 2004, effective Nov. 22, 2004]

§ 1.6QReserved]

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 554,
Jan. 4, 1984, effective Apr. 1, 1984; 50 FR 9379, Mar. 7, 1985, effective
May 8, 1985; paras. (a), (b) and (c), 54 FR 47519, Nov. 15, 1989,
effective Jan. 16, 1990; paras. (b) and (c) revised, para. (d) added, 57
FR 56446, Nov. 30, 1992, effective Jan. 4, 1993; para. (b) revised, 60
FR 20195, Apr. 25, 1995, effective June 8, 1995; removed and reserved,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.6]Reserved]
(Editor’'s note: Substance is now in § 1.495)
§ 1.6JReserved]

[47 FR 47244, Oct. 25, 1982, added effective Feb. 27, 1983; 48
FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983; paras. (a) and (d),
49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984; paras. (a), (), and (h),
50 FR 9380, Mar. 7, 1985, effective May 8, 1985; paras. (€) and (j), 54
FR 47519, Nov. 15, 1989, effective Jan. 16, 1990; paras. (a) and (€)
revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995; para. (f)
revised, 61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996; removed
and reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

OATH OR DECLARATION

§ 1.630ath or declaration.

(a) An oath or declaration filed under § 1.51(b)(2) as
apart of anonprovisional application must:

(1) Be executed, i.e ., signed, in accordance with
either 8§ 1.66 or § 1.68. There is no minimum age for
aperson to be qualified to sign, but the person must be
competent to sign, i.e., understand the document that
the person is signing;

(2) Identify each inventor by full name, including
the family name, and at least one given name without
abbreviation together with any other given name or
initial;

(3) Identify the country of citizenship of each
inventor; and

(4) State that the person making the oath or
declaration believes the named inventor or inventors
to be the original and first inventor or inventors of the
subject matter which is claimed and for which a patent
is sought.

(b) In addition to meeting the requirements of
paragraph (a) of this section, the oath or declaration must
also:

(2) Identify the application to which it is directed;

(2) State that the person making the oath or
declaration has reviewed and understands the contents
of the application, including the claims, as amended
by any amendment specifically referred to in the oath
or declaration; and
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(3) State that the person making the oath or
declaration acknowledges the duty to disclose to the
Office al information known to the person to be
material to patentability as defined in § 1.56.

(c) Unless such information is supplied on an
application data sheet in accordance with § 1.76, the oath
or declaration must also identify:

(1) The mailing address, and the residence if an
inventor lives at alocation which is different from
where the inventor customarily receives mail, of each
inventor; and

(2) Any foreign application for patent (or inventor's
certificate) for which a claim for priority is made
pursuant to 8 1.55, and any foreign application having
afiling date before that of the application on which
priority is claimed, by specifying the application
number, country, day, month, and year of itsfiling.

(d)
(1) A newly executed oath or declaration is not

required under § 1.51(b)(2) and 8 1.53(f) in a
continuation or divisional application, provided that:

(i) The prior nonprovisional application
contained an oath or declaration as prescribed by
paragraphs (a) through (c) of this section;

(i) The continuation or divisional application
was filed by all or by fewer than all of the
inventors named in the prior application;

(ii1) The specification and drawingsfiled in
the continuation or divisional application contain
no matter that would have been new matter in the
prior application; and

(iv) A copy of the executed oath or declaration
filed in the prior application, showing the
signature or an indication thereon that it was
signed, is submitted for the continuation or
divisional application.

(2) The copy of the executed oath or declaration
submitted under this paragraph for a continuation or
divisiona application must be accompanied by a
statement requesting the del etion of the name or names
of the person or persons who are not inventorsin the
continuation or divisiona application.

(3) Wherethe executed oath or declaration of which
acopy is submitted for a continuation or divisiona
application was originaly filed in aprior application
accorded status under § 1.47, the copy of the executed
oath or declaration for such prior application must be
accompanied by:

(i) A copy of the decision granting a petition
to accord § 1.47 statusto the prior application,
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unless all inventors or legal representatives have
filed an oath or declaration to join in an

application accorded status under 8 1.47 of which
the continuation or divisional application claims
abenefit under 35 U.S.C. 120, 121, or 365(c); and

(ii) If one or more inventor(s) or legal
representative(s) who refused to join in the prior
application or could not be found or reached has
subsequently joined in the prior application or
another application of which the continuation or
divisional application claims a benefit under
35 U.S.C. 120, 121, or 365(c), a copy of the
subsequently executed oath(s) or declaration(s)
filed by theinventor or legal representativetojoin
in the application.

(4) Wherethe power of attorney or correspondence
addresswas changed during the prosecution of the prior
application, the change in power of attorney or
correspondence address must be identified in the
continuation or divisional application. Otherwise, the
Office may not recognize in the continuation or
divisiona application the change of power of attorney
or correspondence address during the prosecution of
the prior application.

(5) A newly executed oath or declaration must be
filed in acontinuation or divisional application naming
an inventor not named in the prior application.

(e) A newly executed oath or declaration must befiled
in any continuation-in-part application, which application
may name all, more, or fewer than all of the inventors
named in the prior application.

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983; 48
FR 4285, Jan. 31, 1983, paras. (b)(3) and (d), 57 FR 2021, Jan. 17, 1992,
effective Mar. 16, 1992; para. (a) revised, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995; paras. (a) & (d) revised, para. (€) added, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; paras. (a), (b), (c), and ()
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (d)(4)
revised, 69 FR 56481, Sept. 21, 2004, effective Oct. 21, 2004]

§ 1.64Per son making oath or declaration.

(a) The oath or declaration (8§ 1.63), including any
supplemental oath or declaration (8§ 1.67), must be made
by all of the actual inventors except as provided for in 88§
1.42,1.43,1.47, or § L.67.

(b) If the person making the oath or declaration or any
supplemental oath or declaration is not the inventor (88
1.42,1.43, 1.47, or 8§ 1.67), the oath or declaration shall
state the relationship of the person to the inventor, and,
upon information and belief, the facts which the inventor
isrequired to state. If the person signing the oath or
declaration isthe legal representative of a deceased
inventor, the oath or declaration shall also state that the

person isalegal representative and the citizenship,
residence, and mailing address of thelegal representative.

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983;
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]

8 1.68Dfficers authorized to administer oaths.

(a) The oath or affirmation may be made before any
person within the United States authorized by law to
administer oaths. An oath made in aforeign country may
be made before any diplomatic or consular officer of the
United States authorized to administer oaths, or before
any officer having an official seal and authorized to
administer oaths in the foreign country in which the
applicant may be, whose authority shall be proved by a
certificate of adiplomatic or consular officer of the United
States, or by an apostille of an official designated by a
foreign country which, by treaty or convention, accords
like effect to apostilles of designated officialsin the
United States. The oath shall be attested in all casesin
this and other countries, by the proper official seal of the
officer before whom the oath or affirmation ismade. Such
oath or affirmation shall be valid asto execution if it
complies with the laws of the State or country where
made. When the person before whom the oath or
affirmation is made in this country is not provided with
asedl, hisofficial character shall be established by
competent evidence, as by a certificate from aclerk of a
court of record or other proper officer having a seal.

(b) When the oath is taken before an officer in a
country foreign to the United States, any accompanying
application papers, except the drawings, must be attached
together with the oath and a ribbon passed one or more
timesthrough all the sheets of the application, except the
drawings, and the ends of said ribbon brought together
under the seal before the latter is affixed and impressed,
or each sheet must be impressed with the official seal of
the officer before whom the oath is taken. If the papers
asfiled are not properly ribboned or each sheet impressed
with the seal, the case will be accepted for examination,
but before it is allowed, duplicate papers, prepared in
compliance with the foregoing sentence, must be filed.

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982]
§ 1.67upplemental oath or declaration.

(a) The Office may require, or inventors and
applicants may submit, asupplemental oath or declaration
meeting the requirements of § 1.63 or § 1.162 to correct
any deficienciesor inaccuracies present in the earlier filed
oath or declaration.

(1) Deficiencies or inaccuracies relating to all the
inventors or applicants (88 1.42, 1.43, or § 1.47) may
be corrected with a supplemental oath or declaration
signed by all the inventors or applicants.
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(2) Deficiencies or inaccuracies relating to fewer
than al of theinventor(s) or applicant(s) (88 1.42, 1.43
or § 1.47) may be corrected with a supplemental oath
or declaration identifying the entire inventive entity
but signed only by the inventor(s) or applicant(s) to
whom the error or deficiency relates.

(3) Deficiencies or inaccuracies due to the failure
to meet the requirements of § 1.63(c) (e.g ., to correct
the omission of amailing address of an inventor) in an
oath or declaration may be corrected with an application
data sheet in accordance with § 1.76.

(4) Submission of a supplemental oath or
declaration or an application data sheet (§ 1.76), as
opposed to who must sign the supplemental oath or
declaration or an application data sheet, is governed
by § 1.33(a)(2) and paragraph (b) of this section.

(b) A supplemental oath or declaration meeting the
requirements of § 1.63 must be filed whenaclaimis
presented for matter originally shown or described but
not substantially embraced in the statement of invention
or claims originally presented or when an oath or
declaration submitted in accordance with § 1.53(f) after
the filing of the specification and any required drawings
specifically and improperly refersto an amendment which
includes new matter. No new matter may be introduced
into anonprovisional application after itsfiling date even
if a supplemental oath or declaration isfiled. In proper
situations, the oath or declaration here required may be
made on information and belief by an applicant other than
the inventor.

(c) [Reserved]

[48 FR 2711, Jan. 20, 1983, effective Feb. 27, 1983; para. (c)
added, 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para. (b)
revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995; para. (b)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (a)
revised and para. (c) removed and reserved, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000]

§ 1.6@eclaration in lieu of oath.

Any document to be filed in the Patent and Trademark
Office and which is required by any law, rule, or other
regulation to be under oath may be subscribed to by a
written declaration. Such declaration may beusedinlieu
of the oath otherwiserequired, if, and only if, the declarant
is on the same document, warned that willful false
statements and the like are punishable by fine or
imprisonment, or both (18 U.S.C. 1001) and may
jeopardize the validity of the application or any patent
issuing thereon. The declarant must set forth in the body
of the declaration that al statements made of the
declarant’s own knowledge aretrue and that all statements
made on information and belief are believed to be true.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]
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§ 1.69-oreign language oaths and declar ations.

(a) Whenever an individual making an oath or
declaration cannot understand English, the oath or
declaration must bein alanguage that such individual can
understand and shall state that such individual understands
the content of any documents to which the oath or
declaration relates.

(b) Unless the text of any oath or declarationin a
language other than English isin aform provided by the
Patent and Trademark Office or in accordance with PCT
Rule 4.17(iv), it must be accompanied by an English
tranglation together with a statement that the translation
isaccurate, except that in the case of an oath or declaration
filed under § 1.63, the trandlation may befiled in the
Office no later than two months from the date applicant
is notified to file the trandlation.

[42 FR 5594, Jan. 28, 1977; para. (b), 48 FR 2711, Jan. 20, 1983,
effective Feb. 27, 1983; para. (b) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997; para. (b) revised, 69 FR 56481, Sept. 21, 2004,

effective Oct. 21, 2004; para. (b) revised, 70 FR 3880, Jan. 27, 2005,
effective Dec. 8, 2004]

§ 1.7qReserved]

(Editor’s note: Substance moved to § 1.497)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

SPECIFICATION

§ 1.7Detailed description and specification of the
invention.

(8) The specification must include a written
description of the invention or discovery and of the
manner and process of making and using the same, and
isrequired to be in such full, clear, concise, and exact
terms asto enable any person skilled in the art or science
to which the invention or discovery appertains, or with
which it is most nearly connected, to make and use the
same.

(b) The specification must set forth the precise
invention for which a patent is solicited, in such manner
asto distinguish it from other inventions and from what
isold. It must describe compl etely a specific embodiment
of the process, machine, manufacture, composition of
matter or improvement invented, and must explain the
mode of operation or principle whenever applicable. The
best mode contemplated by the inventor of carrying out
hisinvention must be set forth.

(c) In the case of an improvement, the specification
must particularly point out the part or parts of the process,
machine, manufacture, or composition of matter to which
the improvement relates, and the description should be
confined to the specific improvement and to such parts
as necessarily cooperate with it or as may be necessary
to a complete understanding or description of it.
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(d) A copyright or mask work notice may be placed
inadesign or utility patent application adjacent to
copyright and mask work material contained therein. The
notice may appear at any appropriate portion of the patent
application disclosure. For noticesin drawings, see §
1.84(s). The content of the notice must be limited to only
those elements provided for by law. For example, “©1983
John Doe” (17 U.S.C. 401) and “*M* John Dog” (17
U.S.C. 909) would be properly limited and, under current
statutes, legally sufficient notices of copyright and mask
work, respectively. Inclusion of acopyright or mask work
noticewill be permitted only if the authorization language
set forth in paragraph (€) of this section isincluded at the
beginning (preferably as the first paragraph) of the
specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent
document contains material which is subject to
(copyright or mask work) protection. The (copyright
or mask work) owner has no objection to the
facsimile reproduction by anyone of the patent
document or the patent disclosure, asit appearsin
the Patent and Trademark Office patent file or
records, but otherwise reserves all (copyright or
mask work) rights whatsoever.

(f) The specification must commence on a separate
sheet. Each sheet including part of the specification may
not include other parts of the application or other
information. The claim(s), abstract and sequence listing
(if any) should not be included on a sheet including any
other part of the application.

(9)

(1) The specification may disclose or be amended
to disclose the names of the partiesto ajoint research
agreement (35 U.S.C. 103(c)(2)(C)).

(2) An amendment under paragraph (g)(1) of this
section must be accompanied by the processing fee set
forth § 1.17(i) if not filed within one of the following
time periods:

(i) Within three months of the filing date of a
national application;

(i) Within three months of the date of entry
of the national stage as set forthin § 1.491 inan
international application;

(iii) Beforethe mailing of afirst Office action
on the meits; or

(iv) Beforethe mailing of afirst Office action
after the filing of areguest for continued
examination under § 1.114.

(3) If an amendment under paragraph (g)(1) of this
section isfiled after the date the issue feeis paid, the
patent asissued may not necessarily include the names
of the parties to the joint research agreement. If the
patent as issued does not include the names of the
partiesto the joint research agreement, the patent must
be corrected to include the names of the partiesto the
joint research agreement by a certificate of correction
under 35 U.S.C. 255 and § 1.323 for the amendment
to be effective.

[paras. (d) and (e), 53 FR 47808, Nov. 28, 1988, effective Jan.

1, 1989; para. (d), 58 FR 38719, July 20, 1993, effective Oct. 1, 1993;
para. (f) added, 68 FR 38611, June 30, 2003, effective July 30, 2003;

para. (g) added, 70 FR 1818, Jan. 11, 2005, effective Dec. 10, 2004;
para. (g) revised, 70 FR 54259, Sept. 14, 2005, effective Sept. 14, 2005]

§ 1.7ZTitle and abstract.

(a) Thetitle of the invention may not exceed 500
charactersin length and must be as short and specific as
possible. Charactersthat cannot be captured and recorded
in the Office's automated information systems may not
be reflected in the Office's records in such systemsor in
documents created by the Office. Unlessthetitleis
supplied in an application data sheet (8§ 1.76), the title of
the invention should appear as aheading on thefirst page
of the specification.

(b) A brief abstract of the technical disclosure in the
specification must commence on a separate sheet,
preferably following the claims, under the heading
“Abstract” or “Abstract of the Disclosure.” The sheet or
sheets presenting the abstract may not include other parts
of the application or other material. The abstract in an
application filed under 35 U.S.C. 111 may not exceed
150 words in length. The purpose of the abstract isto
enable the United States Patent and Trademark Office
and the public generally to determine quickly from a
cursory inspection the nature and gist of the technical
disclosure.

[31 FR 12922, Oct. 4, 1966; 43 FR 20464, May 11, 1978; para.
(b) amended, 61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996;
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)

revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; para.
(b) revised, 68 FR 38611, June 30, 2003, effective July 30, 2003]

§ 1.73ummary of the invention.

A brief summary of the invention indicating its nature
and substance, which may include a statement of the
object of the invention, should precede the detailed
description. Such summary should, when set forth, be
commensurate with the invention as claimed and any
object recited should be that of the invention as claimed.

8§ 1.7/Referenceto drawings.

When there are drawings, there shall be abrief description
of the several views of the drawings and the detailed
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description of the invention shal refer to the different
views by specifying the numbers of the figuresand to the
different parts by use of reference letters or numeras
(preferably the latter).

§ 1L.7%Claim(s).

(a) The specification must conclude with aclaim
particularly pointing out and distinctly claiming the
subject matter which the applicant regardsas hisinvention
or discovery.

(b) More than one claim may be presented provided
they differ substantially from each other and are not
unduly multiplied.

(c) Oneor more claims may be presented in dependent
form, referring back to and further limiting another claim
or claims in the same application. Any dependent claim
which refers to more than one other claim (“multiple
dependent claim”) shall refer to such other claimsin the
alternative only. A multiple dependent claim shall not
serve as a basis for any other multiple dependent claim.
For fee calculation purposes under § 1.16, amultiple
dependent claim will be considered to be that number of
claimsto which direct reference is made therein. For fee
calculation purposes a so, any claim depending from a
multiple dependent claim will be considered to be that
number of claimsto which direct referenceis madein
that multiple dependent claim. In addition to the other
filing fees, any original application which isfiled with,
or isamended to include, multiple dependent claims must
have paid therein the fee set forthin § 1.16(j). Claimsin
dependent form shall be construed to include all the
limitations of the claim incorporated by referenceinto the
dependent claim. A multiple dependent claim shall be
construed to incorporate by reference all the limitations
of each of the particular claimsinrelationto whichitis
being considered.

(d)

(1) The claim or claims must conform to the
invention as set forth in the remainder of the
specification and the terms and phrases used in the
claims must find clear support or antecedent basisin
the description so that the meaning of the termsin the
claims may be ascertainable by reference to the
description. (See § 1.58(a)).

(2) See 88 1.141 to 1.146 asto claiming different
inventionsin one application.

(e) Where the nature of the case admits, asin the case
of animprovement, any independent claim should contain
in the following order:

(1) A preamble comprising a general description
of al the elements or steps of the claimed combination
which are conventional or known,
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(2) A phrase such as “wherein the improvement
comprises,” and

(3) Those elements, steps, and/or relationships
which constitute that portion of the claimed
combination which the applicant considers as the new
or improved portion.

(f) If there are several claims, they shall be numbered
consecutively in Arabic numerals.

(g) Theleast restrictive claim should be presented as
claim number 1, and al dependent claims should be
grouped together with the claim or claimsto which they
refer to the extent practicable.

(h) Theclaimor claims must commence on aseparate
physical sheet or electronic page. Any sheet including a
claim or portion of a claim may not contain any other
parts of the application or other material.

(i) Where aclaim setsforth aplurality of elementsor
steps, each element or step of the claim should be
separated by aline indentation.

[31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3, 1971; 37 FR
21995, Oct. 18, 1972; 43 FR 4015, Jan. 31, 1978; para. (c), 47 FR 41276,
Sept. 17, 1982, effective Oct. 1, 1982; para. (g) amended, paras. (h) and
(i) added, 61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996; para.
(h) revised, 68 FR 38611, June 30, 2003, effective July 30, 2003; para.
(h) revised, 68 FR 38611, June 30, 2003, effective July 30, 2003; para.
(c) revised, 70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004; paras.
(b) and (c) revised, 72 FR 46716, Aug. 21, 2007 (implementation
enjoined and never became effective); paras. (b) and (c) revised, 74 FR
52686, Oct. 14, 2009, effective Oct. 14, 2009 (to remove changes made
by the final rulesin 72 FR 46716 from the CFR)]

§ 1.76Application data sheet.

(a) Application data sheet. An application data sheet
is asheet or sheets, that may be voluntarily submitted in
either provisional or nonprovisional applications, which
contains bibliographic data, arranged in aformat specified
by the Office. An application data sheet must be titled
“Application Data Sheet” and must contain all of the
section headings listed in paragraph (b) of this section,
with any appropriate data for each section heading. If an
application data sheet is provided, the application data
sheet is part of the provisional or nonprovisional
application for which it has been submitted.

(b) Bibliographic data. Bibliographic dataasusedin
paragraph (a) of this section includes:

(1) Applicant information . Thisinformation
includes the name, residence, mailing address, and
citizenship of each applicant (8 1.41(b)). The name of
each applicant must include the family name, and at
least one given name without abbreviation together
with any other given name or initial. If the applicant is
not an inventor, this information also includes the
applicant’sauthority (88 1.42, 1.43, and 1.47) to apply
for the patent on behalf of the inventor.
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(2) Correspondenceinformation . Thisinformation
includes the correspondence address, which may be
indicated by reference to acustomer number, to which
correspondenceisto be directed (see § 1.33(a)).

(3) Application information . Thisinformation
includes thetitle of the invention, a suggested
classification, by class and subclass, the Technology
Center to which the subject matter of the invention is
assigned, the total number of drawing sheets, a
suggested drawing figure for publication (in a
nonprovisional application), any docket number
assigned to the application, the type of application
(eg., utility, plant, design, reissue, provisional),
whether the application discloses any significant part
of the subject matter of an application under a secrecy
order pursuant to § 5.2 of this chapter (see § 5.2(c)),
and, for plant applications, the L atin name of the genus
and species of the plant claimed, as well asthe variety
denomination. The suggested classification and
Technology Center information should be supplied for
provisional applications whether or not claims are
present. If claims are not present in a provisional
application, the suggested classification and
Technology Center should be based upon the
disclosure.

(4) Representative information . Thisinformation
includes the registration number of each practitioner
having a power of attorney in the application
(preferably by reference to a customer number).
Providing thisinformation in the application data sheet
does not constitute a power of attorney in the
application (see § 1.32).

(5) Domestic priority information . Thisinformation
includes the application number, the filing date, the
status (including patent number if available), and
relationship of each application for which a benefit is
claimed under 35 U.S.C. 119(e), 120, 121, or 365(c).
Providing thisinformation in the application data sheet
congtitutesthe specific reference required by 35 U.S.C.
119(e) or 120, and § 1.78(a)(2) or § 1.78(a)(5), and
need not otherwise be made part of the specification.

(6) Foreign priority information . Thisinformation
includes the application number, country, and filing
date of each foreign application for which priority is
claimed, aswell as any foreign application having a
filing date before that of the application for which
priority is claimed. Providing thisinformation in the
application data sheet constitutes the claim for priority
asrequired by 35 U.S.C. 119(b) and § 1.55(a).

(7) Assignee information . Thisinformation
includes the name (either person or juristic entity) and
address of the assignee of the entire right, title, and
interest in an application. Providing thisinformation

in the application data sheet does not substitute for
compliance with any requirement of part 3 of this
chapter to have an assignment recorded by the Office.

(c) Supplemental application data sheets.

Supplemental application data sheets:

(1) May be subsequently supplied prior to payment
of the issue fee either to correct or update information
in apreviously submitted application data sheet, or an
oath or declaration under § 1.63 or § _1.67, except that
inventorship changes are governed by § 1.48,
correspondence changes are governed by § 1.33(a),
and citizenship changes are governed by § 1.63 or §
167;and

(2) Must betitled “ Supplemental Application Data
Sheet,” include all of the section headingslisted in
paragraph (b) of this section, include all appropriate
data for each section heading, and must identify the
information that is being changed, preferably with
underlining for insertions, and strike-through or
brackets for text removed.

(d) Inconsistencies between application data sheet

and other documents. For inconsistencies between
information that is supplied by both an application data
sheet under this section and other documents.

(1) The latest submitted information will govern
notwithstanding whether supplied by an application
data sheet, an amendment to the specification, a
designation of a correspondence address, or by a §
1.63 or §.1.67 oath or declaration, except as provided
by paragraph (d)(3) of this section;

(2) The information in the application data sheet
will govern when the inconsistent information is
supplied at the same time by an amendment to the
specification, adesignation of correspondence address,
or a§.1.63 or § 1.67 oath or declaration, except as
provided by paragraph (d)(3) of this section;

(3) The oath or declaration under § 1.63 or § 1.67
governsinconsistencieswith the application data sheet
in the naming of inventors (8.1.41 (a)(1)) and setting
forth their citizenship (35 U.S.C. 115);

(4) The Office will capture bibliographic
information from the application data shest
(notwithstanding whether an oath or declaration
governs the information). Thus, the Office shall
generaly, for example, not look to an oath or
declaration under § 1.63 to seeiif the bibliographic
information contained therein is consistent with the
bibliographic information captured from an application
data sheet (whether the oath or declaration is submitted
prior to or subsequent to the application data sheet).
Captured bibliographic information derived from an
application data sheet containing errors may be
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corrected if applicant submits arequest therefor and a
supplemental application data sheet.

[Added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
para. (b)(7) added, 65 FR 57024, Sept. 20, 2000, effective Nov. 29,
2000; paras. (8), (b)(4), (c)(2) and (d) revised, 69 FR 56481, Sept. 21,
2004, effective Oct. 21, 2004; para. (b)(5) revised, 70 FR 54259, Sept.
14, 2005, effective Sept. 14, 2005; para. (b)(5) revised, 72 FR 46716,
Aug. 21, 2007 (implementation enjoined and never became effective);
para. (b)(5) revised, 74 FR 52686, Oct. 14, 2009, effective Oct. 14, 2009
(to remove changes made by the final rulesin 72 FR 46716 from the
CFR)]

§ 1.77Arrangement of application elements.

(a) The elements of the application, if applicable,
should appear in the following order:

(2) Utility application transmittal form.
(2) Fee transmittal form.

(3) Application data sheet (see § 1.76).
(4) Specification.

(5) Drawings.

(6) Executed oath or declaration.

(b) The specification should include the following
sections in order:

(2) Title of the invention, which may be
accompanied by an introductory portion stating the
name, citizenship, and residence of the applicant (unless
included in the application data sheet).

(2) Cross-reference to related applications (unless
included in the application data sheet).

(3) Statement regarding federally sponsored
research or development.

(4) The names of the partiesto ajoint research
agreement.

(5) Referenceto a“ Sequence Listing,” atable, or
acomputer program listing appendix submitted on a
compact disc and an incorporation-by-reference of the
material on the compact disc (see § 1.52(e)(5)). The
total number of compact discsincluding duplicatesand
the files on each compact disc shall be specified.

(6) Background of the invention.
(7) Brief summary of the invention.

(8) Brief description of the several views of the
drawing.

(9) Detailed description of the invention.
(10) A claim or claims.
(11) Abstract of the disclosure.

(12) “Sequence Listing,” if on paper (see 88 1.821
through 1.825).
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(c) The text of the specification sections defined in
paragraphs (b)(1) through (b)(12) of this section, if
applicable, should be preceded by a section heading in
uppercase and without underlining or bold type.

[43FR 20464, May 11, 1978; 46 FR 2612, Jan. 12, 1981; paras.
(h) and (i), 48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; revised,
61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996; revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; paras. (b) and (c) revised,
70 FR 1818, Jan. 11, 2005, effective Dec. 10, 2004]
§ 1.78Claiming benefit of earlier filing date and
cross-referencesto other applications.

@

(1) A nonprovisional application or international
application designating the United States of America
may claim an invention disclosed in one or more
prior-filed copending nonprovisional applications or
international applications designating the United States
of America. In order for an application to claim the
benefit of a prior-filed copending nonprovisional
application or international application designating the
United States of America, each prior-filed application
must name as an inventor at least one inventor named
in the later-filed application and disclose the named
inventor’'sinvention claimed in at least one claim of
the later-filed application in the manner provided by
the first paragraph of 35 U.S.C. 112. In addition, each
prior-filed application must be:

(i) Aninternational application entitled to a
filing date in accordance with PCT Article 11
and designating the United States of America; or

(ii) Entitled to afiling date as set forth in §
1.53(b) or § 1.53(d) and have paid therein the
basic filing fee set forth in § 1.16 within the
pendency of the application.

@)

(i) Except for a continued prosecution
application filed under § 1.53(d), any
nonprovisional application or international
application designating the United States of
America claiming the benefit of one or more
prior-filed copending nonprovisional applications
or international applications designating the
United States of America must contain or be
amended to contain areference to each such
prior-filed application, identifying it by application
number (consisting of the series code and serial
number) or international application number and
international filing date and indicating the
relationship of the applications. Cross references
to other related applications may be made when
appropriate (see § 1.14).

(i) Thisreference must be submitted during
the pendency of the later-filed application. If the
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later-filed application isan application filed under
35 U.S.C. 111(a), thisreference must also be
submitted within thelater of four monthsfrom the
actual filing date of the later-filed application or
sixteen months from the filing date of the
prior-filed application. If thelater-filed application
isanonprovisional application which entered the
national stage from an international application
after compliance with 35 U.S.C. 371, this
reference must also be submitted within the later
of four monthsfrom the date on which the national
stage commenced under 35 U.S.C. 371 (b) or (f)
in the later-filed international application or
sixteen months from the filing date of the
prior-filed application. Thesetime periods are not
extendable. Except as provided in paragraph (8)(3)
of this section, the failure to timely submit the
reference required by 35U.S.C. 120 and paragraph
(&)(2)(i) of this section is considered awaiver of
any benefit under 35 U.S.C. 120,121, or 365(c)
to such prior-filed application. The time periods
in this paragraph do not apply if the later-filed
application is:

(A) An application for adesign patent;

(B) An application filed under 35
U.S.C. 111 (@) before November 29, 2000;
or

(C) A nonprovisional application
which entered the national stage after
compliance with 35 U.S.C. 371 from an
international application filed under 35
U.S.C. 363 before November 29, 2000.

(iii) If the later-filed application isa
nonprovisional application, the referencerequired
by this paragraph must be included in an
application data sheet (§ 1.76), or the specification
must contain or be amended to contain such
reference in the first sentence(s) following the
title.

(iv) The request for a continued prosecution
application under § 1.53(d) is the specific
reference required by 35 U.S.C. 120 to the
prior-filed application. The identification of an
application by application number under this
section is the identification of every application
assigned that application number necessary for a
specific reference required by 35 U.S.C. 120 to
every such application assigned that application
number.

(3) If the reference required by 35 U.S.C. 120 and

section, the claim under 35 U.S.C. 120, 121, or 365(c)
for the benefit of aprior-filed copending nonprovisional
application or international application designating the
United States of Americamay be accepted if the
reference identifying the prior-filed application by
application number or international application number
and international filing date was unintentionally
delayed. A petition to accept an unintentionally delayed
claim under 35 U.S.C. 120, 121, or 365(c) for the
benefit of a prior-filed application must be accompanied
by:

(i) The reference required by 35 U.S.C. 120
and paragraph (a)(2) of this section to the
prior-filed application, unless previously
submitted;

(ii) The surcharge set forth in § 1.17(t); and

(iii) A statement that the entire delay between
the date the claim was due under paragraph
(a)(2)(ii) of thissection and the date the claim was
filed was unintentional. The Director may require
additional information where there is a question
whether the delay was unintentional.

(4) A nonprovisional application, other than for a
design patent, or an international application
designating the United States of Americamay claim
an invention disclosed in one or more prior-filed
provisional applications. In order for an application to
claim the benefit of one or more prior-filed provisional
applications, each prior-filed provisional application
must name as an inventor at least one inventor named
in the later-filed application and disclose the named
inventor’'sinvention claimed in at least one claim of
the later-filed application in the manner provided by
thefirst paragraph of 35 U.S.C. 112. In addition, each
prior-filed provisional application must be entitled to
afiling date as set forth in 8 1.53(c), and the basicfiling
fee set forth in § 1.16(d) must be paid within the time
period set forth in § 1.53(q).

©)

(i) Any nonprovisiona application or
international application designating the United
States of America claiming the benefit of one or
more prior-filed provisional applications must
contain or be amended to contain areference to
each such prior-filed provisional application,
identifying it by the provisional application
number (consisting of series code and serial
number).

(i) Thisreference must be submitted during
the pendency of the later-filed application. If the

paragraph (a)(2) of this section is presented after the
time period provided by paragraph (a)(2)(ii) of this

later-filed application is an application filed under
35 U.S.C. 111(a), this reference must also be
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submitted within thelater of four monthsfrom the
actual filing date of the later-filed application or
sixteen months from the filing date of the
prior-filed provisional application. If thelater-filed
application isanonprovisional application which
entered the national stage from an international
application after compliance with 35 U.S.C. 371,
this reference must also be submitted within the
later of four months from the date on which the
national stage commenced under 35U.S.C. 371(b)
or (f) inthelater-filed international application or
sixteen months from the filing date of the
prior-filed provisional application. These time
periods are not extendable. Except as provided in
paragraph(a)(6) of this section, the failure to
timely submit the referenceis considered awaiver
of any benefit under 35 U.S.C. 119(e) to such
prior-filed provisional application. The time
periods in this paragraph do not apply if the
later-filed application is:

(A) An application filed under 35
U.S.C. 111(a) before November 29, 2000;
or

(B) A nonprovisional application
which entered the national stage after
compliance with 35 U.S.C. 371 from an
international application filed under 35
U.S.C. 363 before November 29, 2000.

(iii) If the later-filed application isa
nonprovisional application, the referencerequired
by this paragraph must be included in an
application data sheet (8 1.76), or the specification
must contain or be amended to contain such
reference in the first sentence(s) following the
title.

(iv) If the prior-filed provisional application
was filed in alanguage other than English and
both an English-language trand ation of the
prior-filed provisional application and a statement
that the trand ation is accurate were not previously
filed in the prior-filed provisiona application,
applicant will be notified and given a period of
time within which to file, in the prior-filed
provisional application, the trandation and the
statement. If the notice is mailed in a pending
nonprovisional application, atimely reply to such
anotice must include the filing in the
nonprovisional application of either aconfirmation
that the translation and statement werefiled in the
provisional application, or an amendment or
Supplemental Application Data Sheet withdrawing
the benefit claim, or the nonprovisiona application
will be abandoned. The translation and statement
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may be filed in the provisional application, even
if the provisional application has become
abandoned.

(6) If the reference required by 35 U.S.C. 119(e)
and paragraph (a)(5) of this section is presented in a
nonprovisional application after the time period
provided by paragraph (a)(5)(ii) of this section, the
claim under 35 U.S.C. 119(e) for the benefit of aprior
filed provisional application may be accepted during
the pendency of the later-filed application if the
reference identifying the prior-filed application by
provisional application number was unintentionally
delayed. A petition to accept an unintentionally delayed
claim under 35 U.S.C. 119(e) for the benefit of a
prior-filed provisional application must be accompanied
by:

(i) Thereferencerequired by 35 U.S.C. 119(¢e)
and paragraph (a)(5) of this section to the
prior-filed provisional application, unless
previously submitted;

(i) The surcharge set forthin § 1.17(t); and

(iii) A statement that the entire delay between
the date the claim was due under paragraph
(a)(5)(ii) of thissection and the date the claim was
filed was unintentional. The Director may require
additional information where thereis a question
whether the delay was unintentional.

(b) Where two or more applicationsfiled by the same
applicant contain conflicting claims, elimination of such
claims from all but one application may be required in
the absence of good and sufficient reason for their
retention during pendency in more than one application.

(c) If an application or a patent under reexamination
and at |east one other application naming different
inventors are owned by the same person and contain
conflicting claims, and there is no statement of record
indicating that the claimed inventions were commonly
owned or subject to an obligation of assignment to the
same person at the time the later invention was made, the
Office may require the assignee to state whether the
claimed inventions were commonly owned or subject to
an obligation of assignment to the same person at thetime
the later invention was made, and if not, indicate which
named inventor is the prior inventor. Even if the claimed
inventions were commonly owned, or subject to an
obligation of assignment to the same person, at the time
the later invention was made, the conflicting claims may
be rejected under the doctrine of double patenting in view
of such commonly owned or assigned applications or
patents under reexamination.

[36 FR 7312, Apr. 17, 1971; 49 FR 555, Jan. 4, 1984; paras.
@), (c) & (d), 50 FR 9380, Mar. 7, 1985, effective May 8, 1985; 50 FR
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11366, Mar. 21, 1985; para. () revised 58 FR 54504, Oct. 22, 1993,
effective Jan. 3, 1994; paras. (a)(1) and (a)(2) revised and paras. (a)(3)
and (a)(4) added, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
para. (c) revised and para. (d) deleted, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996; para. (a) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997; para. (8)(3) revised, 65 FR 14865, Mar. 20, 2000,
effective May 29, 2000 (adopted asfinal, 65 FR 50092, Aug. 16, 2000);
paras. (8)(2), (a)(4), and (c) revised, 65 FR 54604, Sept. 8, 2000,
effective Sept. 8, 2000; paras. (a)(2), (8)(3), and (a)(4) revised and paras.
(a)(5) and (a)(6) added, 65 FR 57024, Sept. 20, 2000, effective Nov.
29, 2000; para. (a) revised, 66 FR 67087, Dec. 28, 2001, effective Dec.
28, 2001; paras. (a)(3)(iii) & (a)(6)(iii) revised, 68 FR 14332, Mar. 25,
2003, effective May 1, 2003; para (a)(3) revised, 68 FR 70996, Dec.
22, 2003, effective Jan. 21, 2004; paras. (a)(1), (a)(2)(iii), (a)(5)(iii) and
(c) revised, 69 FR 56481, Sept. 21, 2004, effective Sept. 21, 2004; para.
(a)(4) revised, 70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004,
para.(a)(1)(iii) removed and para. (a)(1)(ii) revised, 70 FR 30360, May
26, 2005, effective July 1, 2005; para. (a)(5)(iv) revised, 70 FR 56119,
Sept. 26, 2005, effective Nov. 25, 2005; revised, 72 FR 46716, Aug.
21, 2007 (implementation enjoined and never became effective); revised,
74 FR 52686, Oct. 14, 2009, effective Oct. 14, 2009 (to remove changes
made by thefinal rulesin 72 FR 46716 from the CFR)]

§ 1.7%Reservation clauses not permitted.

A reservation for a future application of subject matter
disclosed but not claimed in a pending application will
not be permitted in the pending application, but an
application disclosing unclaimed subject matter may
contain areferenceto alater filed application of the same
applicant or owned by acommon assignee disclosing and
claiming that subject matter.

THE DRAWINGS

§ 1.8IDrawingsrequired in patent application.

(a) The applicant for a patent is required to furnish a
drawing of hisor her invention where necessary for the
understanding of the subject matter sought to be patented;
thisdrawing, or ahigh quality copy thereof, must befiled
with the application. Since corrections are the
responsibility of the applicant, the original drawing(s)
should be retained by the applicant for any necessary
future correction.

(b) Drawings may includeillustrationswhich facilitate
an understanding of theinvention (for example, flowsheets
in cases of processes, and diagrammatic views).

(c) Whenever the nature of the subject matter sought
to be patented admits of illustration by a drawing without
its being necessary for the understanding of the subject
matter and the applicant has not furnished such adrawing,
the examiner will require its submission within atime
period of not less than two months from the date of the
sending of a notice thereof.

(d) Drawings submitted after the filing date of the
application may not be used to overcome any insufficiency
of the specification due to lack of an enabling disclosure
or otherwise inadequate disclosure therein, or to

supplement the original disclosure thereof for the purpose
of interpretation of the scope of any claim.

[43 FR 4015, Jan. 31, 1978; para. (a), 53 FR 47809, Nov. 28,
1988, effective Jan. 1, 1989]

§ 1.8%ontent of drawing.

(a) Thedrawing in anonprovisional application must
show every feature of the invention specified in the
claims. However, conventional features disclosed in the
description and claims, where their detailed illustration
isnot essentia for aproper understanding of theinvention,
should beillustrated in the drawing in the form of a
graphical drawing symbol or alabeled representation
(e.g., alabeled rectangular box). In addition, tables and
sequence listings that are included in the specification
are, except for applications filed under 35 U.S.C. 371,
not permitted to be included in the drawings.

(b) When the invention consists of an improvement
on an old machine the drawing must when possible
exhibit, in one or more views, theimproved portion itself,
disconnected from the old structure, and also in another
view, so much only of the old structure as will sufficeto
show the connection of the invention therewith.

(c) Where the drawings in anonprovisiona
application do not comply with the requirements of
paragraphs (a) and (b) of this section, the examiner shall
require such additional illustration within atime period
of not less than two months from the date of the sending
of anotice thereof. Such corrections are subject to the
requirements of § 1.81(d).

[31 FR 12923, Oct. 4, 1966; 43 FR 4015, Jan. 31, 1978; paras.

(a) and (c) revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
para. (a) revised, 69 FR 56481, Sept. 21, 2004, effective Oct. 21, 2004]

§ 1.84standardsfor drawings.

(8) Drawings. There are two acceptable categories
for presenting drawings in utility and design patent
applications.

(1) Blackink. Black and white drawings are
normally required. Indiaink, or its equivalent that
secures solid black lines, must be used for drawings;
or

(2) Color. On rare occasions, color drawings may
be necessary asthe only practical medium by which to
disclose the subject matter sought to be patented in a
utility or design patent application or the subject matter
of astatutory invention registration. The color drawings
must be of sufficient quality such that all detailsin the
drawings are reproducible in black and white in the
printed patent. Color drawings are not permitted in
international applications (see PCT Rule 11.13), or in
an application, or copy thereof, submitted under the
Office dectronic filing system. The Office will accept
color drawings in utility or design patent applications
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and statutory invention registrations only after granting
apetition filed under this paragraph explaining why
the color drawings are necessary. Any such petition
must include the following:

(i) Thefee set forthin § 1.17(h);
(ii) Three (3) sets of color drawings;

(iii) An amendment to the specification to
insert (unless the specification contains or has
been previoudy amended to contain) thefollowing
language as the first paragraph of the brief
description of the drawings:

The patent or application file contains at |east
one drawing executed in color. Copies of this patent
or patent application publication with color
drawing(s) will be provided by the Office upon
request and payment of the necessary fee.

(b) Photographs.—

(1) Black and white. Photographs, including
photocopies of photographs, are not ordinarily
permitted in utility and design patent applications. The
Office will accept photographsin utility and design
patent applications, however, if photographs are the
only practicable medium for illustrating the claimed
invention. For example, photographs or
photomicrographs of: el ectrophoresis gels, blots( e.g.,
immunological, western, Southern, and northern), auto-
radiographs, cell cultures (stained and unstained),
histological tissue cross sections (stained and
unstained), animals, plants, in vivo imaging, thin layer
chromatography plates, crystalline structures, and, in
adesign patent application, ornamental effects, are
acceptable. If the subject matter of the application
admits of illustration by a drawing, the examiner may
require adrawing in place of the photograph. The
photographs must be of sufficient quality so that all
details in the photographs are reproducible in the
printed patent.

(2) Color photographs. Color photographswill be
accepted in utility and design patent applicationsif the
conditions for accepting color drawings and black and
white photographs have been satisfied. See paragraphs
(8(2) and (b)(1) of this section.

(c) ldentification of drawings . Identifying indicia
should be provided, and if provided, should include the
title of the invention, inventor’s name, and application
number, or docket number (if any) if an application
number has not been assigned to the application. If this
information is provided, it must be placed on the front of
each sheet within the top margin. Each drawing sheet
submitted after the filing date of an application must be
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identified as either “ Replacement Sheet” or “New Sheet”
pursuant to § _1.121(d). If amarked-up copy of any
amended drawing figureincluding annotationsindicating
the changes made isfiled, such marked-up copy must be
clearly labeled as “Annotated Sheet” pursuant to §
1.121(d)(2).

(d) Graphic formsin drawings. Chemical or
mathematical formulae, tables, and waveforms may be
submitted as drawings and are subject to the same
requirements as drawings. Each chemical or mathematical
formula must be labeled as a separate figure, using
brackets when necessary, to show that information is
properly integrated. Each group of waveforms must be
presented asasinglefigure, using acommon vertical axis
with time extending along the horizontal axis. Each
individual waveform discussed in the specification must
be identified with a separate | etter designation adjacent
to the vertical axis.

(e) Type of paper. Drawings submitted to the Office
must be made on paper which isflexible, strong, white,
smooth, non-shiny, and durable. All sheets must be
reasonably free from cracks, creases, and folds. Only one
side of the sheet may be used for the drawing. Each sheet
must be reasonably free from erasures and must be free
from alterations, overwritings, and interlineations.
Photographs must be devel oped on paper meeting the
sheet-size requirements of paragraph (f) of this section
and the margin requirements of paragraph (g) of this
section. See paragraph (b) of this section for other
reguirements for photographs.

(f) Sizeof paper. All drawing sheetsin an application
must be the same size. One of the shorter sides of the
sheet isregarded asitstop. The size of the sheetsonwhich
drawings are made must be:

(1) 21.0 cm. by 29.7 cm. (DIN size A4), or
(2) 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches).

(g) Margins. The sheets must not contain frames
around the sight (ii.e., the usable surface), but should have
scan target points (i.e., cross-hairs) printed on two
cater-corner margin corners. Each sheet must include a
top margin of at least 2.5 cm. (1 inch), aleft side margin
of at least 2.5 cm. (1 inch), aright side margin of at least
1.5cm. (5/8 inch), and abottom margin of at least 1.0 cm.
(3/8inch), thereby leaving asight no greater than 17.0cm.
by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size A4)
drawing sheets, and a sight no greater than 17.6 cm. by
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 cm. by
27.9 cm. (8 /2 by 11 inch) drawing sheets.

(h) Views. The drawing must contain as many views
as necessary to show the invention. The views may be
plan, elevation, section, or perspectiveviews. Detail views
of portions of elements, on alarger scale if necessary,
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may also be used. All views of the drawing must be
grouped together and arranged on the sheet(s) without
wasting space, preferably in an upright position, clearly
separated from one another, and must not be included in
the sheets containing the specifications, claims, or
abstract. Views must not be connected by projection lines
and must not contain center lines. Waveforms of electrical
signals may be connected by dashed lines to show the
relative timing of the waveforms.

(1) Exploded views. Exploded views, with the
separated parts embraced by a bracket, to show the
relationship or order of assembly of various parts are
permissible. When an exploded view is shown in a
figurewhichison the same sheet as another figure, the
exploded view should be placed in brackets.

(2) Partial views. When necessary, aview of a
large machine or device in its entirety may be broken
into partial views on asingle sheet, or extended over
several sheetsif thereisnolossin facility of
understanding the view. Partial viewsdrawn on separate
sheets must always be capabl e of being linked edge to
edge so that no partial view contains parts of another
partial view. A smaller scale view should be included
showing the whole formed by the partial views and
indicating the positions of the parts shown. When a
portion of aview is enlarged for magnification
purposes, the view and the enlarged view must each
be labeled as separate views.

(i) Where views on two or more sheets form,
in effect, asingle complete view, the views on the
several sheets must be so arranged that the
complete figure can be assembled without
concealing any part of any of the views appearing
on the various sheets.

(i) A very long view may be divided into
severa parts placed one above the other on a
single sheet. However, the relationship between
thedifferent parts must be clear and unambiguous.

(3) Sectional views. The plane upon which a
sectional view istaken should beindicated on the view
from which the section is cut by abroken line. The
ends of the broken line should be designated by Arabic
or Roman numeral's corresponding to the view number
of the sectiona view, and should have arrows to
indicate the direction of sight. Hatching must be used
to indicate section portions of an object, and must be
made by regularly spaced oblique parallel lines spaced
sufficiently apart to enable thelinesto be distinguished
without difficulty. Hatching should not impede the
clear reading of the reference charactersand lead lines.
If itisnot possibleto placereference charactersoutside
the hatched area, the hatching may be broken off
wherever reference characters are inserted. Hatching

must be at a substantial angle to the surrounding axes
or principal lines, preferably 45°. A cross section must
be set out and drawn to show all of the materials as
they are shown in the view from which the cross section
wastaken. The partsin cross section must show proper
material(s) by hatching with regularly spaced parallel
oblique strokes, the space between strokes being chosen
on the basis of the total areato be hatched. The various
parts of a cross section of the same item should be
hatched in the same manner and should accurately and
graphically indicate the nature of the material(s) that
isillustrated in cross section. The hatching of
juxtaposed different elements must be angled in a
different way. In the case of large areas, hatching may
be confined to an edging drawn around the entireinside
of the outline of the areato be hatched. Different types
of hatching should have different conventional
meanings as regards the nature of a material seenin
Cross section.

(4) Alternate position. A moved position may be
shown by a broken line superimposed upon a suitable
view if this can be done without crowding; otherwise,
a separate view must be used for this purpose.

(5) Modified forms. Modified formsof construction
must be shown in separate views.

(i) Arrangement of views. One view must not be
placed upon another or within the outline of another. All
views on the same sheet should stand in the same direction
and, if possible, stand so that they can be read with the
sheet held in an upright position. If views wider than the
width of the sheet are necessary for the clearest illustration
of the invention, the sheet may be turned on its side so
that the top of the sheet, with the appropriate top margin
to be used as the heading space, is on theright-hand side.
Words must appear in a horizontal, |eft-to-right fashion
when the page is either upright or turned so that the top
becomes the right side, except for graphs utilizing
standard scientific convention to denote the axis of
abscissas (of X) and the axis of ordinates (of Y).

(j) Front page view. The drawing must contain as
many views as necessary to show the invention. One of
the views should be suitable for inclusion on the front
page of the patent application publication and patent as
theillustration of the invention. Views must not be
connected by projection linesand must not contain center
lines. Applicant may suggest asingle view (by figure
number) for inclusion on the front page of the patent
application publication and patent.

(k) Scale. The scaleto which adrawing is made must
be large enough to show the mechanism without crowding
when the drawing is reduced in size to two-thirdsin
reproduction. Indications such as “actual size” or “scale
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1/2” on the drawings are not permitted since these lose
their meaning with reproduction in a different format.

(I) Character of lines, numbers, and letters. All
drawings must be made by aprocesswhich will givethem
satisfactory reproduction characteristics. Every line,
number, and letter must be durable, clean, black (except
for color drawings), sufficiently dense and dark, and
uniformly thick and well-defined. The weight of all lines
and letters must be heavy enough to permit adequate
reproduction. This requirement appliesto al lines
however fine, to shading, and to lines representing cut
surfacesin sectional views. Linesand strokes of different
thicknesses may be used in the same drawing where
different thicknesses have a different meaning.

(m) Shading. The use of shading in viewsis
encouraged if it aids in understanding the invention and
if it does not reduce legibility. Shading isused to indicate
the surface or shape of spherical, cylindrical, and conical
elements of an object. Flat parts may also be lightly
shaded. Such shading is preferred in the case of parts
shown in perspective, but not for cross sections. See
paragraph (h)(3) of this section. Spaced linesfor shading
are preferred. These lines must be thin, asfew in number
as practicable, and they must contrast with the rest of the
drawings. As a subgtitute for shading, heavy lines on the
shade side of objects can be used except where they
superimpose on each other or obscure reference
characters. Light should come from the upper left corner
at an angle of 45°. Surface delineations should preferably
be shown by proper shading. Solid black shading areas
are not permitted, except when used to represent bar
graphs or color.

(n) Symbols. Graphical drawing symbols may be used
for conventional elementswhen appropriate. The elements
for which such symbols and labeled representations are
used must be adequately identified in the specification.
Known devices should beillustrated by symbols which
have a universally recognized conventional meaning and
are generally accepted in the art. Other symbols which
are not universally recognized may be used, subject to
approval by the Office, if they are not likely to be
confused with existing conventional symbols, and if they
arereadily identifiable.

(o) Legends. Suitable descriptive legends may be
used subject to approval by the Office, or may berequired
by the examiner where necessary for understanding of
the drawing. They should contain as few words as
possible.

(p) Numbers, |etters, and reference characters.

(1) Reference characters (numerals are preferred),
sheet numbers, and view numbers must be plain and
legible, and must not be used in association with
brackets or inverted commas, or enclosed within
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outlines, e.g., encircled. They must be oriented in the
same direction as the view so as to avoid having to
rotate the sheet. Reference characters should be
arranged to follow the profile of the object depicted.

(2) The English aphabet must be used for letters,
except where another alphabet is customarily used,
such asthe Greek alphabet to indicate angles,
wavelengths, and mathematical formulas.

(3) Numbers, |etters, and reference characters must
measure at least .32 cm. (1/8 inch) in height. They
should not be placed in the drawing so as to interfere
with its comprehension. Therefore, they should not
cross or mingle with the lines. They should not be
placed upon hatched or shaded surfaces. When
necessary, such asindicating asurface or cross section,
areference character may be underlined and a blank
space may be left in the hatching or shading where the
character occurs so that it appears distinct.

(4) The same part of aninvention appearingin more
than one view of the drawing must always be
designated by the same reference character, and the
same reference character must never be used to
designate different parts.

(5) Reference characters not mentioned in the
description shall not appear in the drawings. Reference
characters mentioned in the description must appear in
the drawings.

() Leadlines. Lead linesarethose lines between the
reference characters and the detail sreferred to. Suchlines
may be straight or curved and should be as short as
possible. They must originatein theimmediate proximity
of the reference character and extend to the feature
indicated. Lead linesmust not cross each other. Lead lines
arereguired for each reference character except for those
which indicate the surface or cross section on which they
are placed. Such areference character must be underlined
to makeit clear that alead line has not been left out by
mistake. Lead lines must be executed in the same way as
lines in the drawing. See paragraph (1) of this section.

(r) Arrows. Arrows may be used at the ends of lines,
provided that their meaning is clear, as follows:

(1) On alead line, afreestanding arrow to indicate
the entire section towards which it points;

(2) On alead line, an arrow touching alineto
indicate the surface shown by the line looking along
the direction of the arrow; or

(3) To show the direction of movement.

(s) Copyright or Mask Work Notice . A copyright or
mask work notice may appear in the drawing, but must
be placed within the sight of the drawing immediately
bel ow the figure representing the copyright or mask work
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meaterial and be limited to letters having a print size of
.32 cm. to .64 cm. (1/8 to 1/4 inches) high. The content
of the notice must be limited to only those elements
provided for by law. For example, “©1983 John Doge”
(17 U.S.C. 401) and “*M* John Do€” (17 U.S.C. 909)
would be properly limited and, under current statutes,
legally sufficient notices of copyright and mask work,
respectively. Inclusion of acopyright or mask work notice
will be permitted only if the authorization language set
forthin 8 1.71(e) isincluded at the beginning (preferably
as thefirst paragraph) of the specification.

(t) Numbering of sheets of drawings. The sheets of
drawings should be numbered in consecutive Arabic
numerals, starting with 1, within the sight as defined in
paragraph (g) of this section. These numbers, if present,
must be placed in the middle of the top of the sheet, but
not in the margin. The numbers can be placed on the
right-hand side if the drawing extendstoo close to the
middle of the top edge of the usable surface. The drawing
sheet numbering must be clear and larger than the
numbers used as reference charactersto avoid confusion.
The number of each sheet should be shown by two Arabic
numerals placed on either side of an oblique line, with
thefirst being the sheet number and the second being the
total number of sheets of drawings, with no other marking.

(u) Numbering of views.

(1) The different views must be numbered in
consecutive Arabic numerals, starting with 1,
independent of the numbering of the sheets and, if
possible, in the order in which they appear on the
drawing sheet(s). Partial views intended to form one
complete view, on one or several sheets, must be
identified by the same number followed by a capital
|etter. View numbers must be preceded by the
abbreviation “FIG.” Where only asingle view is used
in an application to illustrate the claimed invention, it
must not be numbered and the abbreviation “FIG.”
must not appear.

(2) Numbers and | ettersidentifying the views must
be simple and clear and must not be used in association
with brackets, circles, or inverted commas. The view
numbers must be larger than the numbers used for
reference characters.

(V) Security markings. Authorized security markings
may be placed on the drawings provided they are outside
the sight, preferably centered in the top margin.

(w) Corrections. Any corrections on drawings
submitted to the Office must be durable and permanent.

(xX) Holes. No holes should be made by applicant in
the drawing sheets.

(y) Types of drawings . See § 1.152 for design
drawings, 8§ 1.165 for plant drawings, and § 1.173(a)(2)
for reissue drawings.

[24 FR 10332, Dec. 22, 1959; 31 FR 12923, Oct. 4, 1966; 36
FR 9775, May 28, 1971; 43 FR 20464, May 11, 1978; 45 FR 73657,
Nov. 6,1980; paras. (a), (b), (i), (j), and (I) anended, paras. (n), (0), and
(p) added, 53 FR 47809, Nov. 28, 1988, effective Jan. 1, 1989; revised,
58 FR 38719, July 20, 1993, effective Oct. 1, 1993; paras. (c), (f), (9),
and (x) revised, 61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996;
paras. (8)(2)(i), (b), (c) & (g) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997; paras. (), (b), (c), (j), (k), (0), and (x) revised,
and para. (y) added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
paras. (a)(2), (e), and (j) revised, 65 FR 57024, Sept. 20, 2000, effective
Nov. 29, 2000; para. (c) revised, 69 FR 56481, Sept. 21, 2004, effective
Sept. 21, 2004; para. (a)(2) revised, 69 FR 56481, Sept. 21, 2004,
effective Nov. 22, 2004; para. (y) revised, 70 FR 3880, Jan. 27, 2005,
effective Dec. 8, 2004]

§ 1.8%Correctionsto drawings.

(a) A tility or plant application will not be placed on
the files for examination until objections to the drawings
have been corrected. Except as provided in § 1.215(c),
any patent application publication will not include
drawings filed after the application has been placed on
the files for examination. Unless applicant is otherwise
notified in an Office action, objectionsto the drawingsin
autility or plant application will not be held in abeyance,
and arequest to hold objections to the drawingsin
abeyance will not be considered a bona fide attempt to
advance the application to final action (8 1.135(c)). If a
drawing in adesign application meets the requirements
of § 1.84(e), (f), and (g) and is suitable for reproduction,
but is not otherwise in compliance with § 1.84, the
drawing may be admitted for examination.

(b) The Office will not release drawings for purposes
of correction. If corrections are necessary, new corrected
drawings must be submitted within the time set by the
Office.

(c) If acorrected drawing is required or if adrawing
does not comply with § 1.84 at the time an applicationis
alowed, the Office may notify the applicant and set a
three-month period of time from the mail date of the
notice of allowability within which the applicant must
file a corrected drawing in compliance with § 1.84 to
avoid abandonment. This time period is not extendable
under § 1.136(a) or § 1.136(b).

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; 53 FR
47810, Nov. 28, 1988, effective Jan. 1, 1989; revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; para. (a) revised, 65 FR 57024,

Sept. 20, 2000, effective Nov. 29, 2000; para. (c) revised, 69 FR 56481,
Sept. 21, 2004, effective Oct. 21, 2004]

§ 1.8§Reserved]
[Deleted, 58 FR 38719, July 20, 1993, effective Oct. 1, 1993]

MODELS, EXHIBITS, SPECIMENS
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§ 1.9Modelsor exhibits not generally admitted as
part of application or patent.

(8) A model or exhibit will not be admitted as part of
the record of an application unlessit:

(1) Substantially conforms to the requirements of
§1.52 or §1.84;

(2) Is specifically required by the Office; or

(3) Isfiled with a petition under this section
including:

(i) Thefee set forthin § 1.17(h); and

(i) An explanation of why entry of the model
or exhibit in the file record is necessary to
demonstrate patentability.

(b) Notwithstanding the provisions of paragraph (a)
of this section, amodel, working model, or other physical
exhibit may berequired by the Officeif deemed necessary
for any purpose in examination of the application.

(c) Unlessthemodel or exhibit substantially conforms
to the requirements of § 1.52 or § 1.84 under paragraph
(8)(2) of this section, it must be accompanied by
photographs that show multiple views of the material
features of the model or exhibit and that substantially
conform to the requirements of § 1.84.

[Revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997;
para. (8)(3)(i) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,

2000; para. (c) added, 69 FR 56481, Sept. 21, 2004, effective Oct. 21,
2004]

8 1.97Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 1.93pecimens.

When the invention relates to a composition of matter,
the applicant may be required to furnish specimens of the
composition, or of itsingredientsor intermediates, for the
purpose of inspection or experiment.

§ 1.94Return of models, exhibits or specimens.

(a) Models, exhibits, or specimens may be returned
to the applicant if no longer necessary for the conduct of
business before the Office. When applicant is notified
that amodel, exhibit, or specimen isno longer necessary
for the conduct of business before the Office and will be
returned, applicant must arrange for the return of the
model, exhibit, or specimen at the applicant’s expense.
The Office will dispose of perishables without notice to
applicant unless applicant notifies the Office upon
submission of themodel, exhibit or specimen that areturn
isdesired and makes arrangementsfor itsreturn promptly
upon netification by the Office that the model, exhibit or
specimen is no longer necessary for the conduct of
business before the Office.
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(b) Applicant isresponsible for retaining the actual
model, exhibit, or specimen for the enforceable life of
any patent resulting from the application. The provisions
of this paragraph do not apply to amodel or exhibit that
substantially conformsto the requirements of 8 1.52 or §
1.84, where the model or exhibit has been described by
photographsthat substantially conformto § 1.84, or where
the model, exhibit or specimen is perishable.

(c) Where applicant isnotified, pursuant to paragraph
(a) of this section, of the need to arrange for return of a
model, exhibit or specimen, applicant must arrange for
the return within the period set in such notice, to avoid
disposal of the model, exhibit or specimen by the Office.
Extensions of time are available under § 1.136, except in
the case of perishables. Failureto establish that thereturn
of the item has been arranged for within the period set or
failure to have the item removed from Office storage
within a reasonable amount of time notwithstanding any
arrangement for return, will permit the Office to dispose
of the model, exhibit or specimen.

[Revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
revised, 69 FR 56481, Sept. 21, 2004, effective Oct. 21, 2004]

§ 1.9%Copies of exhibits.

Copies of models or other physical exhibits will not
ordinarily be furnished by the Office, and any model or
exhibit in an application or patent shall not be taken from
the Office except in the custody of an employee of the
Office specially authorized by the Director.

[Revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]
§ 1.968ubmission of computer program listings.

(8) General. Descriptionsof the operation and general
content of computer program listings should appear in
the description portion of the specification. A computer
program listing for the purpose of this section is defined
as aprintout that lists in appropriate sequence the
instructions, routines, and other contents of a program for
acomputer. The program listing may be either in machine
or machine-independent (object or source) language which
will cause a computer to perform a desired procedure or
task such as solve a problem, regulate the flow of work
in acomputer, or control or monitor events. Computer
program listings may be submitted in patent applications
as set forth in paragraphs (b) and (c) of this section.

(b) Material which will be printed in the patent: If
the computer program listing is contained in 300 lines or
fewer, with each line of 72 characters or fewer, it may be
submitted either as drawings or as part of the specification.

(1) Drawings. If the listing is submitted as
drawings, it must be submitted in the manner and
complying with the requirements for drawings as
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provided in § 1.84. At least one figure numeral is
reguired on each sheet of drawing.

(2) Specification.

(i) If thelisting is submitted as part of the
specification, it must be submitted in accordance
with the provisions of § 1.52.

(ii) Any listing having more than 60 lines of
code that is submitted as part of the specification
must be positioned at the end of the description
but before the claims. Any amendment must be
made by way of submission of a substitute sheet.

(c) As an appendix which will not be printed : Any
computer program listing may, and any computer program
listing having over 300 lines (up to 72 characters per line)
must, be submitted on acompact discin compliance with
§ 1.52(e). A compact disc containing such a computer
program listing isto bereferred to asa*“ computer program
listing appendix.” The “computer program listing
appendix” will not be part of the printed patent. The
specification must include areference to the “ computer
program listing appendix” at the location indicated in §
1.77(b)(5).

(1) Multiple computer program listingsfor asingle
application may be placed on a single compact disc.
Multiple compact discs may be submitted for asingle
application if necessary. A separate compact discis
required for each application containing a computer
program listing that must be submitted on a*“computer
program listing appendix.”

(2) The* computer program listing appendix” must
be submitted on a compact disc that complies with §
1.52(e) and the following specifications (no other
format shall be allowed):

(i) Computer Compatibility: IBM PC/XT/AT,
or compatibles, or Apple Macintosh;

(ii) Operating System Compatibility:
MS-DOS, MS-Windows, Unix, or Macintosh;

(iii) Line Terminator: ASCII Carriage Return
plusASCII Line Feed;

(iv) Control Codes:. the data must not be
dependent on control characters or codes which
are not defined in the ASCI| character set; and

(v) Compression: uncompressed data.

[46 FR 2612, Jan. 12, 1981; para. (b)(1), 54 FR 47519, Nov.
15, 1989, effective Jan. 16, 1990; revised, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996; paras. (b) and (c) revised, 65 FR 54604, Sept.
8, 2000, effective Sept. 8, 2000 (effective date corrected, 65 FR 78958,
Dec. 18, 2000; para. (c) introductory text revised, 70 FR 54259, Sept.
14, 2005, effective Sept. 14, 2005]

INFORMATION DISCLOSURE STATEMENT

§ 1.9Filing of information disclosure statement.

(a) In order for an applicant for a patent or for a
reissue of a patent to have an information disclosure
statement in compliance with § 1.98 considered by the
Office during the pendency of the application, the
information disclosure statement must satisfy one of
paragraphs (b), (c), or (d) of this section.

(b) An information disclosure statement shall be
considered by the Officeif filed by the applicant within
any one of the following time periods:

(2) Within three months of the filing date of a
national application other than a continued prosecution
application under § 1.53(d);

(2) Within three months of the date of entry of the
national stage asset forthin 8§ 1.491 in aninternational
application;

(3) Before the mailing of afirst Office action on
the merits; or

(4) Before the mailing of afirst Office action after
thefiling of arequest for continued examination under
§1.114.

(c) An information disclosure statement shall be
considered by the Officeif filed after the period specified
in paragraph (b) of this section, provided that the
information disclosure statement is filed before the
mailing date of any of afinal action under § 1.113, a
notice of allowance under § 1.311, or an action that
otherwise closes prosecution in the application, and it is
accompanied by one of:

(1) The statement specified in paragraph (€) of this
section; or

(2) Thefee set forthin 8 1.17(p).

(d) An information disclosure statement shall be
considered by the Officeif filed by the applicant after the
period specified in paragraph (c) of this section, provided
that the information disclosure statement isfiled on or
before payment of the issue fee and is accompanied by:

(1) The statement specified in paragraph (e) of this
section; and
(2) Thefee set forthin 8 1.17(p).
(e) A statement under this section must state either:

(2) That each item of information contained in the
information disclosure statement wasfirst cited in any
communication from aforeign patent officein a
counterpart foreign application not more than three
months prior to thefiling of the information disclosure
statement; or
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(2) That no item of information contained in the
information disclosure statement was cited in a
communication from aforeign patent officein a
counterpart foreign application, and, to the knowledge
of the person signing the certification after making
reasonable inquiry, no item of information contained
in the information disclosure statement was known to
any individual designated in § 1.56(c) more than three
months prior to thefiling of the information disclosure
Statement.

(f) No extensions of time for filing an information
disclosure statement are permitted under 8 1.136. If a
bonafide attempt ismadeto comply with § 1.98, but part
of therequired content isinadvertently omitted, additional
time may be given to enable full compliance.

(9) Aninformation disclosure statement filed in
accordance with this section shall not be construed as a
representation that a search has been made.

(h) Thefiling of an information disclosure statement
shall not be construed to be an admission that the
information cited in the statement is, or is considered to
be, material to patentability as defined in § 1.56(b).

(i) If an information disclosure statement does not
comply with either this section or § 1.98, it will be
placed in the file but will not be considered by the
Office.

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983; 57 FR
2021, Jan. 17, 1992, effective Mar. 16, 1992; para. (d) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995; paras. (a)- (d) revised, 61
FR 42790, Aug. 19, 1996, effective Sept. 23, 1996; paras. (c)-(€) revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (b) revised,
65 FR 14865, Mar. 20, 2000, effective May 29, 2000 (adopted asfinal,
65 FR 50092, Aug. 16, 2000); paras. (a) through (e) and (i) revised, 65
FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]

§ 1.98ontent of information disclosur e statement.

(a) Any information disclosure statement filed under
§ 1.97 shall include the items listed in paragraphs (a)(1),
(8)(2) and (8)(3) of this section.

(1) A list of all patents, publications, applications,
or other information submitted for consideration by the
Office. U.S. patents and U.S. patent application
publications must be listed in asection separately from
citations of other documents. Each page of the list must
include:

(i) The application number of the application
in which the information disclosure statement is
being submitted;

(i) A column that provides a space, next to
each document to be considered, for the
examiner'sinitias; and

(iii) A heading that clearly indicates that the
list is an information disclosure statement.
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(2) A legible copy of:
(i) Each foreign patent;

(i) Each publication or that portion which
caused it to be listed, other than U.S. patents and
U.S. patent application publications unless
required by the Office;

(ii1) For each cited pending unpublished U.S.
application, the application specification including
the claims, and any drawing of the application, or
that portion of the application which caused it to
be listed including any claims directed to that
portion; and

(iv) All other information or that portion
which caused it to be listed.

(©)

(i) A concise explanation of the relevance, as
it is presently understood by the individual
designated in §_1.56(c) most knowledgeable about
the content of the information, of each patent,
publication, or other information listed that is not
in the English language. The concise explanation
may be either separate from applicant’s
specification or incorporated therein.

(i) A copy of the trandlation if awritten
English-language trandlation of a
non-English-language document, or portion
thereof, iswithin the possession, custody, or
control of, or isreadily availableto any individual
designated in § 1.56(c).

(b)
(1) Each U.S. patent listed in an information

disclosure statement must be identified by inventor,
patent number, and issue date.

(2) Each U.S. patent application publication listed
in an information disclosure statement shall be
identified by applicant, patent application publication
number, and publication date.

(3) Each U.S. application listed in an information
disclosure statement must beidentified by theinventor,
application number, and filing date.

(4) Each foreign patent or published foreign patent
application listed in an information disclosure statement
must be identified by the country or patent officewhich
issued the patent or published the application, an
appropriate document number, and the publication date
indicated on the patent or published application.

(5) Each publication listed in an information
disclosure statement must be identified by publisher,
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author (if any), title, relevant pages of the publication,
date, and place of publication.

(c) When the disclosures of two or more patents or
publicationslisted in an information discl osure statement
are substantively cumulative, acopy of one of the patents
or publications as specified in paragraph (&) of this section
may be submitted without copies of the other patents or
publications, provided that it is stated that these other
patents or publications are cumulative.

(d) A copy of any patent, publication, pending U.S.
application or other information, as specified in paragraph
(a) of this section, listed in an information disclosure
statement is required to be provided, even if the patent,
publication, pending U.S. application or other information
was previously submitted to, or cited by, the Officein an
earlier application, unless:

(1) The earlier application is properly identified in
the information disclosure statement and is relied on
for an earlier effectivefiling date under 35 U.S.C. 120;
and

(2) Theinformation disclosure statement submitted
in the earlier application complies with paragraphs (a)
through (c) of this section.

[42 FR 5594, Jan. 28, 1977; para. (8) 48 FR 2712, Jan. 20, 1983,
effective date Feb. 27, 1983; 57 FR 2021, Jan. 17, 1992, effective Mar.
16, 1992; revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
paras. (8)(2) and (b) revised, 65 FR 57024, Sept. 20, 2000, effective
Nov. 29, 2000; para. (€) added, 68 FR 38611, June 30, 2003, effective
July 30, 2003; paras. (a) and (c) revised and para. (€) removed, 69 FR
56481, Sept. 21, 2004, effective Oct. 21, 2004]

§ 1.99T hird-party submission in published
application.

(a) A submission by amember of the public of patents
or publicationsrel evant to apending published application
may be entered in the application file if the submission
complies with the requirements of this section and the
application is still pending when the submission and
application file are brought before the examiner.

(b) A submission under this section must identify the
application to which it is directed by application number
and include:

(1) Thefee set forthin 8 1.17(p);

(2) A list of the patents or publications submitted
for consideration by the Office, including the date of
publication of each patent or publication;

(3) A copy of each listed patent or publication in
written form or at least the pertinent portions; and

(4) An English language trandation of all the
necessary and pertinent parts of any non-English
language patent or publication in written form relied
upon.

(¢) The submission under this section must be served
upon the applicant in accordance with § 1.248.

(d) A submission under this section shall not include
any explanation of the patents or publications, or any
other information. The Office will not enter such
explanation or information if included in a submission
under this section. A submission under thissectionisalso
limited to ten total patents or publications.

(e) A submission under this section must be filed
within two months from the date of publication of the
application (§ 1.215(a)) or prior to the mailing of anotice
of allowance (8 1.311), whichever is earlier. Any
submission under this section not filed within this period
is permitted only when the patents or publications could
not have been submitted to the Office earlier, and must
also be accompanied by the processing fee set forth in §
1.17(i). A submission by a member of the publicto a
pending published application that does not comply with
the requirements of this section will not be entered.

(f) A member of the public may include a
self-addressed postcard with a submission to receive an
acknowledgment by the Office that the submission has
been received. A member of the public filing asubmission
under this section will not receive any communications
from the Office relating to the submission other than the
return of a self-addressed postcard. In the absence of a
reguest by the Office, an applicant has no duty to, and
need not, reply to a submission under this section.

[48 FR 2712, Jan. 20, 1983; effective Feb. 27, 1983; removed
and reserved, 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; added,
65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; para. (f) corrected,

65 FR 66502, Nov. 6, 2000, effective Nov. 29, 2000; paras. (d) and (€)
revised, 68 FR 38611, June 30, 2003, effective July 30, 2003]

EXAMINATION OF APPLICATIONS

8§ [Reserved]
1101
[29 FR 13470, Sept. 30, 1964; para. (8), 48 FR 2712, Jan. 20,

1983, effective Feb. 27, 1983; para. (a), 50 FR 9381, Mar. 7, 1985,
effective May 8, 1985; 52 FR 20046, May 28, 1987, effective July 1,
1987; para. (a) revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997)

8§ Advancement of examination.
1.102

(a) Applications will not be advanced out of turn for
examination or for further action except as provided by
this part, or upon order of the Director to expedite the
business of the Office, or upon filing of arequest under
paragraph (b) or (€) of this section or upon filing apetition
or request under paragraph (c) or (d) of this section with
a showing which, in the opinion of the Director, will
justify so advancing it.
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(b) Applications wherein the inventions are deemed
of peculiar importance to some branch of the public
service and the head of some department of the
Government requests immediate action for that reason,
may be advanced for examination.

(c) A petition to make an application special may be
filed without afee if the basis for the petition is:

(1) The applicant’s age or health; or
(2) That the invention will materialy:
(i) Enhance the quality of the environment;

(if) Contribute to the development or
conservation of energy resources, or

(iii) Contribute to countering terrorism.

(d) A petition to make an application special on
grounds other than those referred to in paragraph (c) of
this section must be accompanied by the fee set forth in

§1.17(h).

(e) A request for prioritized examination under this
paragraph must comply with the requirements of this
paragraph and be accompanied by the prioritized
examination fee set forthin § 1.17(c) , the processing fee
set forth in 8 1.17(i), and if not already paid, the
publication fee set forth in § 1.18(d). An application for
which prioritized examination has been requested may
not contain or be amended to contain more than four
independent claims, more than thirty total claims, or any
multiple dependent claim. Prioritized examination under
this paragraph will not be accorded to international
applicationsthat have not entered the national stage under
35 U.S.C. 371, design applications, reissue applications,
provisional applications, or reexamination proceedings.
A reguest for prioritized examination must also comply
with the requirements of paragraph (€)(1) or paragraph
(e)(2) of this section.

(2) A request for prioritized examination may be
filed with an original utility or plant nonprovisional
application under 35 U.S.C. 111(a) that iscomplete as
defined by § 1.51(b), with any feesdue under § 1.16
paid onfiling. If the applicationisautility application,
it must befiled viathe Office's electronic filing system.
The request for prioritized examination in compliance
with this paragraph must be present upon filing of the
application.

(2) A request for prioritized examination may be
filed with or after arequest for continued examination
in compliancewith § 1.114. If the applicationisautility
application, the request must be filed viathe Office's
eectronic filing system. The request must be filed
before the mailing of the first Office action after the
filing of the request for continued examination under
§ 1.114. Only asingle such request for prioritized
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examination under this paragraph may be granted in
an application.
[24 FR 10332, Dec. 22, 1959; paras. (a), (c), and (d), 47 FR

41276, Sept. 17, 1982, effective Oct. 1, 1982; para. (d), 54 FR 6893,
Feb. 15, 1989, effective Apr. 17, 1989; para. (d) revised, 60 FR 20195,
Apr. 25, 1995, effective June 8, 1995; para. (a) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; para. (d) revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; para. (a) revised, 68 FR 14332,
Mar. 25, 2003, effective May 1, 2003; para. (C) revised, 69 FR 56481,
Sept. 21, 2004, effective Oct. 21, 2004; para. (a) revised and para. (€)
added, 76 FR 18399, Apr. 4, 2011, effective date delayed until further
notice, 76 FR 23876, April 29, 2011 and withdrawn effective Sept. 23,
2011, 76 FR 59050, Sept. 23, 2011; para. (8) revised and para. (€) added,
76 FR 59050, Sept. 23, 2011, effective Sept. 26, 2011; para. (€) revised,
76 FR 78566, Dec. 19, 2011, effective Dec. 19, 2011]

8
1.103

(a) Suspension for cause. On request of the applicant,
the Office may grant a suspension of action by the Office
under this paragraph for good and sufficient cause. The
Office will not suspend action if areply by applicant to
an Office action is outstanding. Any petition for
suspension of action under this paragraph must specify a
period of suspension not exceeding six months. Any
petition for suspension of action under this paragraph
must also include:

Suspension of action by the Office.

(2) A showing of good and sufficient cause for
suspension of action; and

(2) Thefeeset forthin 8 1.17(qg), unless such cause
isthe fault of the Office.

(b) Limited suspension of action in a continued
prosecution application (CPA) filed under § 1.53(d) . On
request of the applicant, the Office may grant asuspension
of action by the Office under this paragraph in acontinued
prosecution application filed under § 1.53(d) for aperiod
not exceeding three months. Any request for suspension
of action under this paragraph must be filed with the
reguest for an application filed under § 1.53(d), specify
the period of suspension, and include the processing fee

set forthin 8 1.17(i).

(c) Limited suspension of action after a request for
continued application (RCE) under 8 1.114 . On request
of the applicant, the Office may grant a suspension of
action by the Office under this paragraph after the filing
of arequest for continued examination in compliance with
§ 1.114 for a period not exceeding three months. Any
request for suspension of action under this paragraph must
befiled with the request for continued examination under
§1.114, specify the period of suspension, and includethe
processing fee set forth in 8 1.17(i).

(d) Deferral of examination . On request of the
applicant, the Office may grant adeferral of examination
under the conditions specified in this paragraph for a
period not extending beyond three years from the earliest
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filing date for which a benefit is claimed under title 35,
United States Code. A request for deferral of examination
under this paragraph must include the publication fee set
forth in § 1.18(d) and the processing fee set forthin §
1.17(i). A request for deferral of examination under this
paragraph will not be granted unless:

(1) The application isan original utility or plant
application filed under § 1.53(b) or resulting from entry
of aninternational application into the national stage
after compliance with § 1.495;

(2) The applicant has not filed a nonpublication
request under § 1.213(a), or has filed arequest under
§1.213(b) torescind aprevioudly filed nonpublication
request;

(3) The application isin condition for publication
as provided in § 1.211(c); and

(4) The Office has not issued either an Office action
under 35 U.S.C. 132 or anotice of allowance under 35
U.S.C. 151

(e) Notice of suspension on initiative of the Office.
The Office will notify applicant if the Office suspends
action by the Office on an application onitsown initiative.

(f) Suspension of action for public safety or defense.
The Office may suspend action by the Office by order of
the Director if the following conditions are met:

(1) The application is owned by the United States;

(2) Publication of theinvention may be detrimental
to the public safety or defense; and

(3) The appropriate department or agency requests
such suspension.

(g) Satutory invention registration. The Office will
suspend action by the Office for the entire pendency of
an application if the Office has accepted a request to
publish a statutory invention registration in the
application, except for purposes relating to patent
interference proceedings under part 41, subpart D, of this
title.

[24 FR 10332, Dec. 22, 1959; 33 FR 5624, Apr. 11, 1968; paras.
(@) and (b), 47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; para.
(d), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (d), 50
FR 9381, Mar. 7, 1985, effective May 8, 1985; para. (a), 54 FR 6893,
Feb. 15, 1989, effective Apr. 17, 1989; para. (a) revised, 60 FR 20195,
Apr. 25, 1995, effective June 8, 1995; para. (a) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; revised, 65 FR 50092, Aug. 16,
2000, effective Aug. 16, 2000; paras. (d) through (f) redesignated as (e)
through (g) and para. (d) added, 65 FR 57024, Sept. 20, 2000, effective
Nov. 29, 2000; para. (d)(1) revised, 67 FR 520, Jan. 4, 2002, effective
Apr. 1, 2002; para. (f) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003; para. (g) revised, 69 FR 49959, Aug. 12, 2004, effective
Sept. 13, 2004; para. (a)(2) revised, 69 FR 56481, Sept. 21, 2004,
effective Nov. 22, 2004]

8
1.104

Nature of examination.

(8) Examiner’saction.

(1) On taking up an application for examination or
a patent in a reexamination proceeding, the examiner
shall make athorough study thereof and shall make a
thorough investigation of the available prior art relating
to the subject matter of the claimed invention. The
examination shall be complete with respect both to
compliance of the application or patent under
reexamination with the applicable statutes and rules
and to the patentability of the invention as claimed, as
well aswith respect to matters of form, unlessotherwise
indicated.

(2) The applicant, or in the case of areexamination
proceeding, both the patent owner and the requester,
will be notified of the examiner’s action. The reasons
for any adverse action or any objection or requirement
will be stated in an Office action and such information
or references will be given as may be useful in aiding
the applicant, or in the case of areexamination
proceeding the patent owner, to judge the propriety of
continuing the prosecution.

(3) Aninternational-type search will be madein all
national applications filed on and after June 1, 1978.

(4) Any national application may also have an
international-type search report prepared thereon at the
time of the national examination on the merits, upon
specific written request therefor and payment of the
international-type search report fee set forth in
§1.21(e). The Patent and Trademark Office does not
require that aformal report of an international-type
search be prepared in order to obtain asearch feerefund
in alater filed international application.

(b) Completeness of examiner’s action. The
examiner's action will be complete asto all matters,
except that in appropriate circumstances, such as
migjoinder of invention, fundamental defectsin the
application, and the like, the action of the examiner may
be limited to such matters before further action is made.
However, matters of form need not be raised by the
examiner until aclaim isfound allowable.

(c) Rejection of claims.

(1) If theinvention is not considered patentable, or
not considered patentable as claimed, the claims, or
those considered unpatentable will be rejected.

(2) Inrejecting claims for want of novelty or for
obviousness, the examiner must cite the best references
at his or her command. When areference is complex
or shows or describesinventions other than that claimed
by the applicant, the particular part relied on must be
designated as nearly as practicable. The pertinence of
each reference, if not apparent, must be clearly
explained and each rejected claim specified.
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(3) Inregjecting claimsthe examiner may rely upon
admissions by the applicant, or the patent owner in a
reexamination proceeding, as to any matter affecting
patentability and, insofar as rejections in applications
are concerned, may also rely upon facts within his or
her knowledge pursuant to paragraph (d)(2) of this
section.

(4) Subject matter which is developed by another
person which qualifiesasprior art only under 35 U.S.C.
102(e), (f) or (g) may be used as prior art under 35
U.S.C. 103 against aclaimed invention unlessthe entire
rights to the subject matter and the claimed invention
were commonly owned by the same person or subject
to an obligation of assignment to the same person at
the time the claimed invention was made.

(i) Subject matter devel oped by another person
and aclaimed invention shall be deemed to have
been commonly owned by the same person or
subject to an obligation of assignment to the same
personin any application and in any patent granted
on or after December 10, 2004, if:

(A) The claimed invention and the
subject matter was made by or on behal f
of partiesto ajoint research agreement
that wasin effect on or before the date the
claimed invention was made;

(B) The claimed invention was made
as aresult of activities undertaken within
the scope of the joint research agreement;
and

(C) The application for patent for the
claimed invention discloses or isamended
to disclose the names of the parties to the
joint research agreement.

(it) For purposes of paragraph (c)(4)(i) of this
section, theterm “joint research agreement” means
awritten contract, grant, or cooperative agreement
entered into by two or more personsor entitiesfor
the performance of experimental, devel opmental,
or research work in the field of the claimed
invention.

(iii) To overcome arejection under 35 U.S.C.
103(a) based upon subject matter which qualifies
as prior art under only one or more of 35 U.S.C.
102(e), (f) or (g) via35 U.S.C. 103(c)(2), the
applicant must provide a statement to the effect
that the prior art and the claimed invention were
made by or on the behalf of partiesto ajoint
research agreement, within the meaning of 35
U.S.C. 103(c)(3) and paragraph (c)(4)(ii) of this
section, that was in effect on or before the date
the claimed invention was made, and that the
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claimed invention was made as a result of
activities undertaken within the scope of the joint
research agreement.

(5) The claimsin any original application naming
an inventor will be rgjected as being precluded by a
waiver in apublished statutory invention registration
naming that inventor if the same subject matter is
claimed in the application and the statutory invention
registration. The claims in any reissue application
naming an inventor will be rejected as being precluded
by awaiver in a published statutory invention
registration naming that inventor if the reissue
application seeks to claim subject matter:

(i) Which was not covered by claimsissued
in the patent prior to the date of publication of the
statutory invention registration; and

(ii) Which was the same subject matter waived
in the statutory invention registration.

(d) Citation of references.

(1) If domestic patents are cited by the examiner,
their numbers and dates, and the names of the patentees
will be stated. If domestic patent application
publications are cited by the examiner, their publication
number, publication date, and the names of the
applicants will be stated. If foreign published
applications or patents are cited, their nationality or
country, numbers and dates, and the names of the
patentees will be stated, and such other datawill be
furnished as may be necessary to enable the applicant,
or in the case of areexamination proceeding, the patent
owner, to identify the published applications or patents
cited. In citing foreign published applications or
patents, in case only apart of the document isinvolved,
the particular pages and sheets containing the parts
relied upon will beidentified. If printed publications
arecited, theauthor (if any), title, date, pagesor plates,
and place of publication, or place where a copy can be
found, will be given.

(2) When argjection in an application is based on
facts within the personal knowledge of an employee
of the Office, the data shall be as specific as possible,
and the reference must be supported, when called for
by the applicant, by the affidavit of such employee,
and such affidavit shall be subject to contradiction or
explanation by the affidavits of the applicant and other
persons.

(e) Reasonsfor allowance. If the examiner believes
that the record of the prosecution as a whole does not
make clear his or her reasons for allowing a claim or
claims, the examiner may set forth such reasoning. The
reasons shall be incorporated into an Office action
rejecting other claims of the application or patent under



MANUAL OF PATENT EXAMINING PROCEDURE

reexamination or be the subject of a separate
communication to the applicant or patent owner. The
applicant or patent owner may file a statement
commenting on the reasons for allowance within such
time as may be specified by the examiner. Failure by the
examiner to respond to any statement commenting on
reasons for allowance does not give rise to any
implication.

[43FR 20465, May 11, 1978; 46 FR 29182, May 29, 1981; para.
(d), 47 FR 41276, Sept. 17, 1982, effective date Oct. 1, 1982; para. (€),
50 FR 9381, Mar. 7, 1985, effective May 8, 1985; para. (€), 57 FR
29642, July 6, 1992, effective Sept. 4, 1992; revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; para. (c)(4) revised, 65 FR 14865,
Mar. 20, 2000, effective May 29, 2000 (adopted as final, 65 FR 50092,
Aug. 16, 2000); paras. (8)(2) and (e) revised, 65 FR 54604, Sept. 8,
2000, effective Nov. 7, 2000; para. (a)(5) removed and para. (d)(1)
revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; para.
(c)(4) revised, 70 FR 1818, Jan. 11, 2005, effective Dec. 10, 2004; para.
(c)(4) revised, 70 FR 54259, Sept. 14, 2005, effective Sept. 14, 2005;
paras. (8)(1) and (b) revised, 72 FR 46716, Aug. 21, 2007
(implementation enjoined and never became effective); paras. (a)(1)
and (b) revised, 74 FR 52686, Oct. 14, 2009, effective Oct. 14, 2009
(to remove changes made by the final rulesin 72 FR 46716 from the
CFR)]

§ Requirementsfor infor mation.
1.105

@)

(2) In the course of examining or treating a matter
in a pending or abandoned application filed under 35
U.S.C. 111 or 371 (including areissue application), in
apatent, or in areexamination proceeding, the examiner
or other Office employee may require the submission,
from individuals identified under § _1.56(c), or any
assignee, of such information as may be reasonably
necessary to properly examine or treat the matter, for
example:

(i) Commercial databases: The existence of
any particularly relevant commercia database
known to any of the inventors that could be
searched for a particular aspect of the invention.

(if) Search: Whether a search of the prior art
was made, and if so, what was searched.

(iii) Related information: A copy of any
non-patent literature, published application, or
patent (U.S. or foreign), by any of the inventors,
that relates to the claimed invention.

(iv) Information used to draft application: A
copy of any non-patent literature, published
application, or patent (U.S. or foreign) that was
used to draft the application.

(v) Information used ininvention process: A
copy of any non-patent literature, published
application, or patent (U.S. or foreign) that was
used in theinvention process, such asby designing

around or providing a solution to accomplish an
invention result.

(vi) Improvements. Where the claimed
invention is an improvement, identification of
what is being improved.

(vii) InUse: Identification of any use of the
claimed invention known to any of the inventors
at the time the application was filed
notwithstanding the date of the use.

(viii) Technical information known to
applicant. Technical information known to
applicant concerning therelated art, the disclosure,
the claimed subject matter, other factual
information pertinent to patentability, or
concerning the accuracy of the examiner’s stated
interpretation of such items.

(2) Where an assignee has asserted itsright to
prosecute pursuant to § 3.71(a) of this chapter, matters
such as paragraphs (a)(1)(i), (iii), and (vii) of this
section may also be applied to such assignee.

(3) Requirementsfor factual information known to
applicant may be presented in any appropriate manner,
for example:

(i) A requirement for factual information;

(i1) Interrogatories in the form of specific
questions seeking applicant’s factual knowledge;
or

(iii) Stipulations as to facts with which the
applicant may agree or disagree.

(4) Any reply to arequirement for information
pursuant to this section that states either that the
information required to be submitted is unknown to or
is not readily available to the party or parties from
which it was requested may be accepted as a complete

reply.
(b) The reguirement for information of paragraph
(8)(1) of this section may beincluded in an Office action,
or sent separately.

(c) A reply, or afailureto reply, to arequirement for
information under this section will be governed by 8§
1.135and 1.136.

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec.1, 1997; added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
para. (a)(3) revised and paras. (a)(1)(viii) and (8)(4) added, 69 FR 56481,
Sept. 21, 2004, effective Oct. 21, 2004; para. (a)(1)(ix) added, 72 FR
46716, Aug. 21, 2007 (implementation enjoined and never became
effective); para. (a)(1)(ix) removed, 74 FR 52686, Oct. 14, 2009,
effective Oct. 14, 2009 (to remove changes made by the final rulesin
72 FR 46716 from the CFR)]

8§ [Reserved]
1.106
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[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;
para. (c) added, 47 FR 21752, May 19, 1982, effective July 1, 1982;
paras. (d) and (€), 50 FR 9381, Mar. 7, 1985, effective May 8, 1985;
removed and reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

8
1.107

[46 FR 29182, May 29, 1981; para. (&) revised, 61 FR 42790,
Aug. 19, 1996, effective Sept. 23, 1996; removed and reserved, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ [Reserved]
1.108

[50 FR 9381, Mar. 7, 1985, effective May 8, 1985; removed
and reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ [Reserved]
1.109

[Added 70 FR 1818, Jan. 11, 2005, effective Dec. 10, 2004;
removed and reserved, 70 FR 54259, Sept. 14, 2005, effective Sept. 14,
2005]

8 I nventor ship and date of invention of the
1.110 subject matter of individual claims.

[Reserved]

When more than oneinventor is named in an application
or patent, the Patent and Trademark Office, when
necessary for purposes of an Office proceeding, may
require an applicant, patentee, or owner to identify the
inventive entity of the subject matter of each claimin the
application or patent. Where appropriate, the invention
dates of the subject matter of each clam and the
ownership of the subject matter on the date of invention
may be required of the applicant, patentee or owner. See
also 88 1.78(c) and 1.130.

[50 FR 9381, Mar. 7, 1985, effective date May 8, 1985; revised,
61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996; revised, 72 FR
46716, Aug. 21, 2007 (implementation enjoined and never became
effective); revised, 74 FR 52686, Oct. 14, 2009, effective Oct. 14, 2009
(to remove changes made by the final rulesin 72 FR 46716 from the
CFR)]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

8 Reply by applicant or patent owner toa
1.111 non-final Office action.

@

(2) If the Office action after the first examination
(8 1.104) is adverse in any respect, the applicant or
patent owner, if he or she persistsin hisor her
application for a patent or reexamination proceeding,
must reply and request reconsideration or further
examination, with or without anendment. See 8§ 1.135
and 1.136 for time for reply to avoid abandonment.

(2) Supplemental replies.

Rev. 9, August 2012

(i) A reply that is supplemental to areply that
isin compliance with § 1.111(b) will not be
entered as a matter of right except as provided in
paragraph (a)(2)(ii) of this section. The Office
may enter asupplemental reply if the supplemental
reply is clearly limited to:

(A) Cancellation of aclaim(s);

(B) Adoption of the examiner
suggestion(s);

(C) Placement of the application in
condition for allowance;

(D) Reply to an Office reguirement
made after thefirst reply wasfiled;

(E) Correction of informalities ( e.g.,
typographical errors); or

(F) Simplification of issuesfor appeal.

(i) A supplemental reply will beentered if the
supplemental reply is filed within the period
during which action by the Office is suspended
under § _1.103(a) or (c).

(b) In order to be entitled to reconsideration or further
examination, the applicant or patent owner must reply to
the Office action. The reply by the applicant or patent
owner must be reduced to awriting which distinctly and
specifically points out the supposed errorsin the
examiner’s action and must reply to every ground of
objection and rejection in the prior Office action. The
reply must present arguments pointing out the specific
distinctions believed to render the claims, including any
newly presented claims, patentable over any applied
references. If the reply iswith respect to an application,
arequest may be made that objections or requirements as
to form not necessary to further consideration of the
claims be held in abeyance until allowable subject matter
isindicated. The applicant’s or patent owner’sreply must
appear throughout to be a bona fide attempt to advance
the application or the reexamination proceeding to final
action. A general allegation that the claims define a
patentabl e invention without specifically pointing out
how the language of the claims patentably distinguishes
them from the references does not comply with the
reguirements of this section.

(c) Inamending in reply to arejection of claimsinan
application or patent under reexamination, the applicant
or patent owner must clearly point out the patentable
novelty which he or she thinksthe claims present in view
of the state of the art disclosed by the references cited or
the objections made. The applicant or patent owner must
also show how the amendments avoid such references or
objections.
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[46 FR 29182, May 29, 1981; para. (b) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; paras. (a) and (c) revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)(2) revised, 68
FR 14332, Mar. 25, 2003, effective May 1, 2003; para. (8)(2) revised,
69 FR 56481, Sept. 21, 2004, effective Oct. 21, 2004; para. (a)(2)(i)
revised, 70 FR 3880, Jan. 27, 2005, effective Dec. 8. 2004]

8
1.112

Reconsider ation before final action.

After reply by applicant or patent owner (8 1.111 or §
1.945) to anon-final action and any comments by aninter
partes reexamination requester (8§ 1.947), the application
or the patent under reexamination will be reconsidered
and again examined. The applicant, or in the case of a
reexamination proceeding the patent owner and any third
party requester, will be notified if claims are rejected,
objections or requirements made, or decisions favorable
to patentability are made, in the same manner as after the
first examination (§ 1.104). Applicant or patent owner
may reply to such Office action in the same manner
provided in § 1.111 or § 1.945, with or without
amendment, unless such Office action indicates that it is
made final (§ 1.113) or an appeal (8 41.31 of this title)
has been taken (8 1.116), or in an inter partes
reexamination, that it is an action closing prosecution (8
1.949) or aright of appeal notice (§ 1.953).

[46 FR 29182, May 29, 1981; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997; revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; revised, 65 FR 76756, Dec. 7, 2000, effective
Feb. 5, 2001; revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13,
2004]

8
1.113

(a) On the second or any subsequent examination or
consideration by the examiner therejection or other action
may be made final, whereupon applicant’s, or for ex parte
reexaminations filed under 8 1.510, patent owner’sreply
islimited to appeal in the case of rejection of any claim
(8 41.31 of thistitle), or to amendment as specified in §
1.114 or § 1.116. Petition may betaken to the Director in
the case of objections or requirements not involved in the
rejection of any claim (8§ 1.181). Reply to afinal rejection
or action must comply with § 1.114 or paragraph (c) of
this section. For final actionsin an inter partes
reexamination filed under § 1.913, see § 1.953.

Final reection or action.

(b) In making such final rejection, the examiner shall
repeat or state all grounds of rejection then considered
applicableto the claimsin the application, clearly stating
the reasons in support thereof.

(c) Reply to afinal rejection or action must include
cancellation of, or appeal from the rejection of, each
rejected claim. If any claim stands allowed, the reply to
afina rejection or action must comply with any
requirements or objections asto form.

[24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29, 1981,
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; revised,
65 FR 14865, Mar. 20, 2000, effective May 29, 2000 (adopted as final,
65 FR 50092, Aug. 16, 2000); para. (a) revised, 65 FR 76756, Dec. 7,
2000, effective Feb. 5, 2001; para. (a) revised, 68 FR 14332, Mar. 25,
2003, effective May 1, 2003; para. (a) revised, 69 FR 49959, Aug. 12,
2004, effective Sept. 13, 2004]

§
1114

(a) If prosecution in an application is closed, an
applicant may request continued examination of the
application by filing a submission and the fee set forth in
§ 1.17(e) prior to the earliest of:

(1) Payment of theissuefee, unlessapetition under
§ 1.313 is granted;

(2) Abandonment of the application; or

(3) Thefiling of anctice of appeal tothe U.S. Court
of Appealsfor the Federal Circuit under 35 U.S.C. 141,
or the commencement of acivil action under 35 U.S.C.
145 or 146, unless the appeal or civil actionis
terminated.

Request for continued examination.

(b) Prosecution in an application is closed as used in
this section meansthat the application isunder appeal, or
that the last Office action isafinal action (8§ 1.113), a
notice of allowance (§ 1.311), or an action that otherwise
closes prosecution in the application.

(c) A submission as used in this section includes, but
isnot limited to, an information disclosure statement, an
amendment to the written description, claims, or drawings,
new arguments, or new evidence in support of
patentability. If reply to an Office action under 35 U.S.C.
132 is outstanding, the submission must meet the reply
requirementsof § 1.111.

(d) If an applicant timely files a submission and fee
set forthin § 1.17(e), the Office will withdraw thefinality
of any Office action and the submission will be entered
and considered. If an applicant files arequest for
continued examination under this section after appeal,
but prior to a decision on the appeal, it will be treated as
arequest to withdraw the appeal and to reopen prosecution
of the application before the examiner. An appeal brief
(841.37 of thistitle) or areply brief (8 41.41 of thistitle),
or related papers, will not be considered a submission
under this section.

(e) The provisions of this section do not apply to:
(1) A provisional application;

(2) An application for a utility or plant patent filed
under 35 U.S.C. 111(a) before June 8, 1995;

(3) Aninternational application filed under 35
U.S.C. 363 before June 8, 1995;

(4) An application for a design patent; or
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(5) A patent under reexamination.

[Added 65 FR 14865, Mar. 20, 2000, effective May 29, 2000;
revised 65 FR 50092, Aug. 16, 2000; para. (d) revised, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004; paras. (8) and (d) revised and
(), (g), and (h) added, 72 FR 46716, Aug. 21, 2007 (implementation
enjoined and never became effective); paras. (a) and (d) revised and (f),
(9), and (h) removed, 74 FR 52686, Oct. 14, 2009, effective Oct. 14,
2009 (to remove changes made by thefinal rulesin 72 FR 46716 from
the CFR)]

AMENDMENTS

8 Preliminary amendments.
1.115

(a) A preliminary amendment is an amendment that
isreceived in the Office (8.1.6) on or before the mail date
of the first Office action under § 1.104. The patent
application publication may include preliminary
amendments (8 1.215 (&)).

(2) A preliminary amendment that is present on the
filing date of an application is part of the original
disclosure of the application.

(2) A preliminary amendment filed after the filing
date of the application is not part of the original
disclosure of the application.

(b) A preliminary amendment in compliance with 8
1.121 will be entered unless disapproved by the Director.

(2) A preliminary amendment seeking cancellation
of al the claims without presenting any new or
substitute claims will be disapproved.

(2) A preliminary amendment may be disapproved
if the preliminary amendment unduly interferes with
the preparation of afirst Office actionin an application.
Factors that will be considered in disapproving a
preliminary amendment include:

(i) The state of preparation of afirst Office
action as of the date of receipt (§ 1.6) of the
preliminary amendment by the Office; and

(i) The nature of any changes to the
specification or claims that would result from
entry of the preliminary amendment.

(3) A preliminary amendment will not be
disapproved under (b)(2) of thissectioniif it isfiled no
later than:

(i) Three months from the filing date of an
application under § 1.53 (b);

(i) Thefiling date of a continued prosecution
application under § 1.53 (d); or

(iii) Three months from the date the national
stageisentered as set forthin § 1.491 in an
international application.
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(4) The time periods specified in paragraph (b)(3)
of this section are not extendable.
[46 FR 29183, May 29, 1981; removed and reserved, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; added, 65 FR 54604, Sept.
8, 2000, effective Nov. 7, 2000; para. (b)(1) revised, 68 FR 14332, Mar.

25, 2003, effective May 1, 2003; revised, 69 FR 56481, Sept. 21, 2004,
effective Sept. 21, 2004]

8§ Amendments and affidavits or other evidence
1.116 after final action and prior to appeal.

(&) An amendment after final action must comply with
§ 1.114 or this section.

(b) After afinal rejection or other final action
(§1.113) inan application or in an ex parte reexamination
filed under § 1.510, or an action closing prosecution (8§
1.949) in aninter partes reexamination filed under §
1.913, but before or on the same date of filing an appeal
(8 41.31 or §41.61 of thistitle):

(1) An amendment may be made canceling claims
or complying with any reguirement of form expressly
set forth in a previous Office action;

(2) An amendment presenting rejected claimsin
better form for consideration on appeal may be
admitted; or

(3) An amendment touching the merits of the
application or patent under reexamination may be
admitted upon ashowing of good and sufficient reasons
why the amendment is necessary and was not earlier
presented.

(c) The admission of, or refusal to admit, any
amendment after afinal rejection, afinal action, an action
closing prosecution, or any related proceedings will not
operate to relieve the application or reexamination
proceeding from its condition as subject to appeal or to
save the application from abandonment under § 1.135, or
the reexamination prosecution from termination under §
1.550(d) or 8 1.957(b) or limitation of further prosecution
under 8§ 1.957(c).

(d)

(1) Notwithstanding the provisions of paragraph
(b) of this section, no amendment other than canceling
claims, where such cancellation does not affect the
scope of any other pending claim in the proceeding,
can be made in an inter partes reexamination
proceeding after theright of appeal notice under § 1.953
except as provided in § 1.981 or as permitted by §
41.77(b)(2) of thistitle.

(2) Notwithstanding the provisions of
paragraph (b) of this section, an amendment made
after afinal rejection or other final action (8 1.113)
in an ex parte reexamination filed under §1.510,
or an action closing prosecution (8§ 1.949) in an
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inter partesreexamination filed under § 1.913 may
not cancel claimswhere such cancellation affects
the scope of any other pending claim in the
reexamination proceeding except as provided in
§ 1.981 or as permitted by § 41.77(b)(1) of this
title.

(e) An affidavit or other evidence submitted after
afinal regjection or other final action (8§ 1.113) inan
application or in an ex parte reexamination filed under
8 1.510, or an action closing prosecution (8 1.949) in
an inter partes reexamination filed under § 1.913 but
before or on the same date of filing an appeal (8§ 41.31
or § 41.61 of thistitle), may be admitted upon a
showing of good and sufficient reasons why the
affidavit or other evidence is necessary and was not
earlier presented.

(f) Notwithstanding the provisions of paragraph (€)
of this section, no affidavit or other evidence can be
madein an inter partes reexamination proceeding after
the right of appeal notice under § 1.953 except as
providedin § 1.981 or as permitted by § 41.77 (b)(1)
of thistitle.

(g) After decision on appeal, amendments,
affidavits and other evidence can only be made as
provided in §8 1.198 and 1.981, or to carry into effect
arecommendation under § 41.50(c) of thistitle.

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981;

para. (a) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997;
revised, 65 FR 14865, Mar. 20, 2000, effective May 29, 2000 (adopted
asfinal, 65 FR 50092, Aug. 16, 2000); paras. (b) and (d) revised, 65 FR

76756, Dec. 7, 2000, effective Feb. 5, 2001; revised, 69 FR 49959, Aug.
12, 2004, effective Sept. 13, 2004]

8 [Reserved]
1117
[Removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; added, 72 FR 46716, Aug. 21, 2007 (implementation
enjoined and never became effective); removed, 74 FR 52686, Oct. 14,

2009, effective Oct. 14, 2009 (to remove changes made by the final
rulesin 72 FR 46716 from the CFR)]

§ [Reserved]
1118

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; removed
and reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ [Reserved]
1119

[32 FR 13583, Sept. 28, 1967; removed and reserved, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]
8 Manner of making amendmentsin
1.121 applications.

(a) Amendmentsin applications, other than reissue
applications. Amendments in applications, other than
reissue applications, are made by filing a paper, in

compliance with § 1.52, directing that specified
amendments be made.

(b) Specification . Amendments to the specification,
other than the claims, computer listings (8 1.96) and
sequence listings (8 1.825), must be made by adding,
deleting or replacing a paragraph, by replacing a section,
or by a substitute specification, in the manner specified
in this section.

(1) Amendment to delete, replace, or add a
paragraph. Amendmentsto the specification, including
amendment to a section heading or the title of
the invention which are considered for amendment
purposes to be an amendment of a paragraph, must be
made by submitting:

() Aninstruction, which unambiguously
identifies the location, to delete one or more
paragraphs of the specification, replace a
paragraph with one or more replacement
paragraphs, or add one or more paragraphs;

(i) Thefull text of any replacement paragraph
with markings to show all the changesrelative to
the previous version of the paragraph. The text of
any added subject matter must be shown by
underlining the added text. Thetext of any deleted
matter must be shown by strike-through except
that double brackets placed before and after the
deleted characters may be used to show deletion
of five or fewer consecutive characters. The text
of any deleted subject matter must be shown by
being placed within double brackets if
strikethrough cannot be easily perceived;

(iii) The full text of any added paragraphs
without any underlining; and

(iv) Thetext of aparagraph to be deleted must
not be presented with strike-through or placed
within double brackets. The instruction to delete
may identify aparagraph by its paragraph number
or include afew words from the beginning, and
end, of the paragraph, if needed for paragraph
identification purposes.

(2) Amendment by replacement section . If the
sections of the specification contain section headings
asprovided in § 1.77(b), § 1.154(b), or § 1.163(c),
amendmentsto the specification, other than the claims,
may be made by submitting:

(i) A reference to the section heading along
with an instruction, which unambiguously
identifiesthe location, to delete that section of the
specification and to replace such deleted section
with a replacement section; and;

(i) A replacement section with markings to
show all changes relative to the previous version
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of the section. The text of any added subject
matter must be shown by underlining the added
text. Thetext of any deleted matter must be shown
by strike-through except that double brackets
placed before and after the deleted characters may
be used to show deletion of five or fewer
consecutive characters. The text of any deleted
subject matter must be shown by being placed
within double brackets if strike-through cannot
be easily perceived.

(3) Amendment by substitute specification. The
specification, other than the claims, may also be
amended by submitting:

(i) Aninstruction to replace the specification;
and

(i) A substitute specification in compliance
with 88 1.125(b) and (c).

(4) Reinstatement of previously deleted paragraph
or section. A previously deleted paragraph or section
may be reinstated only by a subsequent amendment
adding the previoudly deleted paragraph or section.

(5) Presentation in subsequent amendment
document. Once a paragraph or section isamended in
afirst amendment document, the paragraph or section
shall not be represented in a subsequent amendment
document unlessit is amended again or a substitute
specification is provided.

(c) Claims. Amendmentsto aclaim must be made
by rewriting the entire claim with all changes ( e.g.,
additions and deletions) as indicated in this subsection,
except when the claim isbeing canceled. Each amendment
document that includes a change to an existing claim,
cancellation of an existing claim or addition of a new
claim, must include a complete listing of all claims ever
presented, including thetext of all pending and withdrawn
claims, inthe application. The claim listing, including the
text of the claims, in the amendment document will serve
to replace al prior versions of the claims, in the
application. In the claim listing, the status of every claim
must be indicated after its claim number by using one of
the following identifiers in a parenthetical expression:
(Original), (Currently amended), (Canceled),
(Withdrawn), (Previoudly presented), (New), and (Not
entered).

(1) Claimlisting. All of the claims presented in a
claimlisting shall be presented in ascending numerical
order. Consecutive claims having the same status of
“canceled” or “not entered” may be aggregated into
one statement ( e.g., Claims 1-5 (canceled)). Theclaim
listing shall commence on a separate sheet of the
amendment document and the sheet(s) that contain the
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text of any part of the claims shall not contain any other
part of the amendment.

(2) When claimtext with markingsisrequired. All
claimsbeing currently amended in an amendment paper
shall be presented in the claim listing, indicate a status
of “currently amended,” and be submitted with
markings to indicate the changes that have been made
relative to the immediate prior version of the claims.
The text of any added subject matter must be shown
by underlining the added text. The text of any deleted
matter must be shown by strike-through except that
double brackets placed before and after the deleted
characters may be used to show deletion of five or
fewer consecutive characters. The text of any deleted
subject matter must be shown by being placed within
double bracketsiif strike-through cannot be easily
perceived. Only claims having the status of “currently
amended,” or “withdrawn™ if also being amended, shall
include markings. If awithdrawn claim is currently
amended, itsstatusin the claim listing may beidentified
as “withdrawn— currently amended.”

(3) When claimtext in clean version isrequired.
Thetext of all pending claims not being currently
amended shall be presented inthe claimlisting in clean
version, i.e., without any markingsin the presentation
of text. The presentation of aclean version of any claim
having the status of “original,” “withdrawn” or
“previously presented” will constitute an assertion that
it has not been changed rel ative to the immediate prior
version, except to omit markings that may have been
present in the immediate prior version of the claims of
the status of “withdrawn” or “previously presented.”
Any claim added by amendment must be indicated with
the status of “new” and presented in clean version, i.e.,
without any underlining.

(4) When claimtext shall not be presented;
canceling a claim.

(i) No claim text shall be presented for any
claimin the claim listing with the status of
“canceled” or “not entered.”

(ii) Cancellation of aclaim shall be effected
by an instruction to cancel a particular claim
number. Identifying the status of aclaim in the
claim listing as “canceled” will constitute an
instruction to cancel the claim.

(5) Reinstatement of previously canceled claim. A
claim which was previously canceled may bereinstated
only by adding the claim asa“new” claim with anew
claim number.

(d) Drawings: One or more application drawings
shall be amended in the following manner: Any changes
to an application drawing must be in compliance with §
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1.84 and must be submitted on a replacement sheet of
drawingswhich shall be an attachment to the amendment
document and, in the top margin, labeled “ Replacement
Sheet”. Any replacement sheet of drawings shall include
all of thefigures appearing on theimmediate prior version
of the sheet, even if only onefigureisamended. Any new
sheet of drawings containing an additional figure must
belabeled in the top margin as“New Sheet”. All changes
to the drawings shall be explained, in detail, in either the
drawing amendment or remarks section of the amendment
paper.

(1) A marked-up copy of any amended drawing
figure, including annotations indicating the changes
made, may be included. The marked-up copy must be
clearly labeled as “Annotated Sheet” and must be
presented in the amendment or remarks section that
explains the change to the drawings.

(2) A marked-up copy of any amended drawing
figure, including annotations indicating the changes
made, must be provided when required by the examiner.

(e) Disclosure consistency. The disclosure must be
amended, when required by the Office, to correct
inaccuracies of description and definition, and to secure
substantial correspondence between the claims, the
remainder of the specification, and the drawings.

(f) No new matter. No amendment may introduce
new matter into the disclosure of an application.

(g) Exception for examiner’s amendments. Changes
to the specification, including the claims, of an application
made by the Office in an examiner’s amendment may be
made by specific instructions to insert or delete subject
matter set forth in the examiner's amendment by
identifying the precise point in the specification or the
claim(s) where the insertion or deletion is to be made.
Compliance with paragraphs (b)(1), (b)(2), or (c) of this
section is not required.

(h) Amendment sections. Each section of an
amendment document ( e.g., anendment to the claims,
amendment to the specification, replacement drawings,
and remarks) must begin on a separate shest.

(i) Amendmentsin reissue applications. Any
amendment to the description and claimsin reissue
applications must be made in accordance with § 1.173.

(1) Amendments in reexamination proceedings. Any
proposed amendment to the description and claimsin
patents involved in reexamination proceedings must be
made in accordance with § 1.530.

(k) Amendments in provisional applications.
Amendments in provisional applications are not usually
made. If an amendment is made to a provisional
application, however, it must comply with the provisions
of this section. Any amendments to a provisional

application shall be placed in the provisional application
file but may not be entered.

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 1981;
para. (€), 49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984; revised, 62
FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; para. (i) revised, 65 FR 76756,
Dec. 7, 2000, effective Feb. 5, 2001; revised, 68 FR 38611, June 30,
2003, effective July 30, 2003; para. (d) revised, 69 FR 56481, Sept. 21,
2004, effective Oct. 21, 2004]

§ [Reserved]
1122
[24 FR 10332, Dec. 22, 1959; para. (b), 49 FR 48416, Dec. 12,

1984, effective Feb. 11, 1985; removed and reserved, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

8§ [Reserved]
1.123
[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 555,
Jan. 4, 1984, effective Apr. 1, 1984; amended, 58 FR 38719, July 20,

1993, effective Oct. 1, 1993; removed and reserved, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997]

8 [Reserved]
1.124

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ Substitute specification.
1.125

(a) If the number or nature of the amendments or the
legibility of the application papers rendersit difficult to
consider the application, or to arrange the papers for
printing or copying, the Office may require the entire
specification, including the claims, or any part thereof,
be rewritten.

(b) Subject to § 1.312, a substitute specification,
excluding the claims, may befiled at any point up to
payment of theissue feeif it isaccompanied by a
statement that the substitute specification includes no new
matter.

(c) A substitute specification submitted under this
section must be submitted with markings showing all the
changes relative to the immediate prior version of the
specification of record. The text of any added subject
matter must be shown by underlining the added text. The
text of any deleted matter must be shown by
strike-through except that double brackets placed before
and after the deleted characters may be used to show
deletion of five or fewer consecutive characters. The text
of any deleted subject matter must be shown by being
placed within double bracketsif strike-through cannot be
easily perceived. An accompanying clean version (without
markings) must also be supplied. Numbering the
paragraphs of the specification of record isnot considered
a change that must be shown pursuant to this paragraph.
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(d) A substitute specification under this section is not
permitted in areissue application or in areexamination
proceeding.

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; paras. (b)(2) and

(c) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; paras.
(b) and (c) revised, 68 FR 38611, June 30, 2003, effective July 30, 2003]

§ Numbering of claims.
1.126

The original numbering of the claims must be preserved
throughout the prosecution. When claims are canceled
the remaining claims must not be renumbered. When
claimsare added, they must be numbered by the applicant
consecutively beginning with the number next following
the highest numbered claim previoudly presented (whether
entered or not). When the application is ready for
allowance, the examiner, if necessary, will renumber the
claims consecutively in the order in which they appear or
in such order as may have been requested by applicant.

[32 FR 13583, Sept. 28, 1967; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]

§ Petition from refusal to admit amendment.
1.127

From the refusal of the primary examiner to admit an
amendment, in whole or in part, a petition will lie to the
Director under §1.181.

[Revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

TRANSITIONAL PROVISIONS

§ Transitional proceduresfor limited
1.129 examination after final rejection and restriction
practice.

(a) An applicant in an application, other than for
reissue or a design patent, that has been pending for at
least two years as of June 8, 1995, taking into account
any reference madein such applicationto any earlier filed
application under 35 U.S.C. 120, 121 and 365(c), is
entitled to have afirst submission entered and considered
on the merits after final rejection under the following
circumstances: The Office will consider such a
submission, if the first submission and the fee set forth
in 81.17(r) arefiled prior to the filing of an appeal brief
and prior to abandonment of the application. The finality
of thefinal rejection isautomatically withdrawn upon the
timely filing of the submission and payment of the fee set
forthin 8 1.17(r). If a subsequent final rejection is made
in the application, applicant is entitled to have a second
submission entered and considered on the merits after the
subsequent final rejection under the following
circumstances: The Office will consider such a
submission, if the second submission and a second fee

Rev. 9, August 2012

set forth in 8 1.17(r) arefiled prior to thefiling of an
appeal brief and prior to abandonment of the application.
Thefinality of the subsequent final rejection is
automatically withdrawn upon the timely filing of the
submission and payment of the second fee set forth in
8§1.17(r). Any submission filed after afinal rejection made
in an application subsequent to the fee set forthin §
1.17(r) having been twice paid will betreated as set forth
in 81.116. A submission as used in this paragraph
includes, but is not limited to, an information disclosure
statement, an amendment to the written description, claims
or drawings and a new substantive argument or new
evidencein support of patentability.

(b)

(1) Inan application, other than for reissue or a
design patent, that has been pending for at least three
years as of June 8, 1995, taking into account any
reference made in the application to any earlier filed
application under 35 U.S.C. 120, 121 and 365(c), no
requirement for restriction or for thefiling of divisional
applications shall be made or maintained in the
application after June 8, 1995, except where:

() The requirement was first made in the
application or any earlier filed application under
35 U.S.C. 120, 121 and 365(c) prior to April 8,
1995;

(i) The examiner has not made arequirement
for restriction in the present or parent application
prior to April 8, 1995, due to actions by the
applicant; or

(iii) Therequired fee for examination of each
additional invention was not paid.

(2) If the application contains more than one
independent and distinct invention and a requirement
for restriction or for thefiling of divisional applications
cannot be made or maintained pursuant to this
paragraph, applicant will be so notified and given a
time period to:

(i) Elect the invention or inventions to be
searched and examined, if no election has been
made prior to the notice, and pay the fee set forth
in 1.17(s) for each independent and distinct
invention claimed in the application in excess of
one which applicant elects;

(i) Confirm an election made prior to the
notice and pay the fee set forth in § 1.17(s) for
each independent and distinct invention claimed
in the application in addition to the one invention
which applicant previously elected; or

(iii) File apetition under this section traversing
therequirement. If therequired petitionisfiledin
atimely manner, the original time period for
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electing and paying the fee set forth in § 1.17(s)
will be deferred and any decision on the petition
affirming or modifying the requirement will set a
new time period to elect the invention or
inventions to be searched and examined and to
pay the fee set forth in § 1.17(s) for each
independent and distinct invention claimed in the
application in excess of one which applicant
elects.

(3) The additional inventionsfor which the required
fee has not been paid will be withdrawn from
consideration under § 1.142(b). An applicant who
desires examination of an invention so withdrawn from
consideration can fileadivisional application under 35
U.S.C. 121

(c) The provisions of this section shall not be
applicable to any application filed after June 8, 1995.

[Added, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

AFFIDAVITS OVERCOMING REJECTIONS

§ Affidavit or declaration todisqualify commonly
1.130 owned patent or published application asprior
art.

(8) When any claim of an application or apatent under
reexamination is rejected under 35 U.S.C. 103onaU.S.
patent or U.S. patent application publication whichis not
prior art under 35 U.S.C. 102(b), and the inventions
defined by the claimsin the application or patent under
reexamination and by the claimsin the patent or published
application are not identical but are not patentably distinct,
and the inventions are owned by the same party, the
applicant or owner of the patent under reexamination may
disqualify the patent or patent application publication as
prior art. The patent or patent application publication can
be disqualified as prior art by submission of:

(2) A terminal disclaimer in accordance with §
1.321(c); and

(2) An oath or declaration stating that the
application or patent under reexamination and patent
or published application are currently owned by the
same party, and that the inventor named in the
application or patent under reexamination is the prior
inventor under 35 U.S.C. 104.

(b) [Reserved]

[Added, 61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996;
heading and para. (a) revised, 65 FR 57024, Sept. 20, 2000, effective
Nov. 29, 2000; para. (b) removed and reserved, 70 FR 1818, Jan. 11,
2005, effective Dec. 10, 2004]

§ Affidavit or declaration of prior invention.
1131

(8) When any claim of an application or apatent under
reexamination is rejected, the inventor of the subject
matter of the rejected claim, the owner of the patent under
reexamination, or the party qualified under 88§ 1.42, 1.43,
or 1.47, may submit an appropriate oath or declaration to
establish invention of the subject matter of the rejected
claim prior to the effective date of the reference or activity
on which the rejection is based. The effective date of a
U.S. patent, U.S. patent application publication, or
international application publication under PCT Article
21(2) isthe earlier of its publication date or date that it is
effective as areference under 35 U.S.C. 102(e). Prior
invention may not be established under this section in any
country other than the United States, a NAFTA country,
or aWTO member country. Prior invention may not be
established under this section before December 8, 1993,
in aNAFTA country other than the United States, or
before January 1, 1996, in aWTO member country other
than aNAFTA country. Prior invention may not be
established under this section if either:

(1) The regjection is based upon a U.S. patent or
U.S. patent application publication of a pending or
patented application to another or otherswhich claims
the same patentable invention asdefined in § 41.203(a)
of thistitle, in which case an applicant may suggest an
interference pursuant to 8 41.202(a) of thistitle; or

(2) The regjection is based upon a statutory bar.

(b) The showing of facts shall be such, in character
and weight, as to establish reduction to practice prior to
the effective date of the reference, or conception of the
invention prior to the effective date of the reference
coupled with due diligence from prior to said dateto a
subsequent reduction to practice or to the filing of the
application. Original exhibits of drawings or records, or
photocopies thereof, must accompany and form part of
the affidavit or declaration or their absence must be
satisfactorily explained.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;
para. (a), 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983; para. (),
50 FR 9381, Mar. 7, 1985, effective May 8, 1985; 50 FR 11366, Mar.
21, 1985; 53 FR 23733, June 23, 1988, effective Sept. 12, 1988; para.
(8(2) revised and para. (a)(2) added, 60 FR 21043, May 1, 1995,
effective May 31, 1995; para. (a) revised, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996; heading and para. (a) revised, 65 FR 54604,
Sept. 8, 2000, effective Sept. 8, 2000; para. (a) revised, 65 FR 57024,
Sept. 20, 2000, effective Nov. 29, 2000; para. (a)(1) revised, 69 FR
49959, Aug. 12, 2004, effective Sept. 13, 2004; para. (b) revised, 69
FR 56481, Sept. 21, 2004, effective Oct. 21, 2004]

8§ Affidavitsor declarationstraversing rejections
1.132 or objections.

When any claim of an application or a patent under
reexamination is rejected or objected to, any evidence
submitted to traverse the rejection or objection on abasis
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not otherwise provided for must be by way of an oath or
declaration under this section.

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983; revised,
61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996; revised, 65 FR
54604, Sept. 8, 2000, effective Sept. 8, 2000; revised 65 FR 57024,
Sept. 20, 2000, effective Nov. 29, 2000]

INTERVIEWS

8 Interviews.
1.133

@

(1) Interviews with examiners concerning
applications and other matters pending before the
Office must be conducted on Office premises and
within Office hours, as the respective examiners may
designate. Interviewswill not be permitted at any other
time or place without the authority of the Director.

(2) Aninterview for the discussion of the
patentability of a pending application will not occur
before the first Office action, unless the application is
acontinuing or substitute application or the examiner
determines that such an interview would advance
prosecution of the application.

(3) The examiner may require that an interview be
scheduled in advance.

(b) In every instance where reconsideration is
requested in view of an interview with an examiner, a
complete written statement of the reasons presented at
theinterview aswarranting favorabl e action must befiled
by the applicant. An interview does not remove the
necessity for reply to Office actions as specified in §8
1.111 and 1.135.

[Para. (b) revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997; para. (a) revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7, 2000; para. (a)(1) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003; para. (a)(2) revised, 70 FR 56119, Sept. 26, 2005, effective
Nov. 25, 2005]

TIME FOR REPLY BY APPLICANT;
ABANDONMENT OF APPLICATION

§ Time period for reply to an Office action.
1134

An Office action will notify the applicant of any
non-statutory or shortened statutory time period set for
reply to an Office action. Unless the applicant is notified
inwriting that areply isrequired in lessthan six months,
amaximum period of six monthsis allowed.

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]
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8§ Abandonment for failureto reply within time
1.135 period.

(a) If anapplicant of apatent application failsto reply
within the time period provided under § 1.134 and
8 1.136, the application will become abandoned unless
an Office action indicates otherwise.

(b) Prosecution of an application to save it from
abandonment pursuant to paragraph (a) of this section
must include such complete and proper reply asthe
condition of the application may require. The admission
of, or refusal to admit, any amendment after final regjection
or any amendment not responsive to the last action, or
any related proceedings, will not operate to save the
application from abandonment.

(c) Whenreply by the applicant isabona fide attempt
to advance the application to final action, and is
substantially a complete reply to the non-final Office
action, but consideration of some matter or compliance
with some requirement has been inadvertently omitted,
applicant may be given anew time period for reply under
§ 1.134 to supply the omission.

[Paras. (a), (b), and (c), 47 FR 41276, Sept. 17, 1982, effective

Oct. 1, 1982; para. (d) deleted, 49 FR 555, Jan. 4, 1984, effective Apr.
1, 1984; revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

8§ Extensions of time.
1.136

@

(2) If an applicant is required to reply within a
nonstatutory or shortened statutory time period,
applicant may extend the time period for reply up to
the earlier of the expiration of any maximum period
set by statute or five months after the time period set
for reply, if apetition for an extension of time and the
feesetin 8 1.17(a) arefiled, unless:

(i) Applicant isnotified otherwisein an Office
action;

(if) Thereply isareply brief submitted
pursuant to § 41.41 of thistitle;

(i) Thereply isarequest for an oral hearing
submitted pursuant to § 41.47(a) of thistitle;

(iv) Thereply isto adecision by the Board of
Patent Appeals and Interferences pursuant to §
1.304 or to § 41.50 or § 41.52 of thistitle; or

(v) The application isinvolved in a contested
case (§ 41.101(a) of thistitle).

(2) The date on which the petition and the fee have
been filed is the date for purposes of determining the
period of extension and the corresponding amount of
thefee. The expiration of thetimeperiodis determined
by the amount of the fee paid. A reply must be filed
prior to the expiration of the period of extension to
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avoid abandonment of the application (§ 1.135), but in
no situation may an applicant reply later than the
maximum time period set by statute, or be granted an
extension of time under paragraph (b) of this section
when the provisions of this paragraph are available.
See § 1.304 for extensions of timeto appeal tothe U.S.
Court of Appeals for the Federal Circuit or to
commence a civil action; 8 1.550(c) for extensions of
timein ex parte reexamination proceedings, § 1.956
for extensions of time in inter partes reexamination
proceedings; and 88 41.4(a) and 41.121(a)(3) of this
title for extensions of time in contested cases before
the Board of Patent Appeals and Interferences.

(3) A written request may be submitted in an
application that is an authorization to treat any
concurrent or future reply, requiring a petition for an
extension of time under this paragraph for its timely
submission, as incorporating a petition for extension
of time for the appropriate length of time. An
authorization to charge all required fees, fees under §
1.17, or all required extension of time fees will be
treated as a constructive petition for an extension of
time in any concurrent or future reply requiring a
petition for an extension of time under this paragraph
for its timely submission. Submission of the fee set
forthin § 1.17(a) will also be treated as a constructive
petition for an extension of timein any concurrent reply
requiring a petition for an extension of time under this
paragraph for its timely submission.

(b) When areply cannot be filed within the time
period set for such reply and the provisions of paragraph
(a) of this section are not available, the period for reply
will be extended only for sufficient cause and for a
reasonable time specified. Any request for an extension
of time under this paragraph must be filed on or before
the day on which such reply is due, but the merefiling of
such arequest will not affect any extension under this
paragraph. In no situation can any extension carry the
date on which reply is due beyond the maximum time
period set by statute. See § 1.304 for extensions of time
to appeal to the U.S. Court of Appeals for the Federal
Circuit or to commence a civil action; § 1.550(c) for
extensionsof timein ex parte reexamination proceedings;
§ 1.956 for extensions of timein inter partes
reexamination proceedings; and 88 41.4(a) and
41.121(a)(3) of thistitle for extensions of timein
contested cases before the Board of Patent Appeals and
Interferences. Any request under this section must be
accompanied by the petition fee set forth in § 1.17(g).

(c) If an applicant is notified in a“Notice of
Allowability” that an application is otherwisein condition
for allowance, the following time periods are not
extendable if set in the “Notice of Allowability” or inan

Office action having amail date on or after the mail date
of the “Notice of Allowability”:

(1) The period for submitting an oath or declaration
in compliance with § 1.63;

(2) The period for submitting formal drawings set
under 8§ 1.85(c); and

(3) The period for making a deposit set under §
1.809(c).

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; 49 FR
555, Jan. 4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; 54 FR 29551, July 13, 1989, effective Aug. 20,
1989; para. (a) revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3,
1994; revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para.
(c) added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; paras.
(8(2) and (b) revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; para. (c) revised, 66 FR 21090, Apr. 27, 2001, effective May 29,
2001; paras. (a)(1), (a)(2), and (b) revised, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004; para. (b) revised, 69 FR 56481, Sept. 21, 2004,
effective Nov. 22, 2004; para. (b) revised, 70 FR 3880, Jan. 27, 2005,
effective Dec. 8, 2004; para. (8)(1) revised, 72 FR 46716, Aug. 21, 2007
(implementation enjoined and never became effective); para. (a)(1)
revised, 74 FR 52686, Oct. 14, 2009, effective Oct. 14, 2009 (to remove
changes made by thefinal rulesin 72 FR 46716 from the CFR)]

8§ Revival of abandoned application, terminated
1.137 or limited reexamination prosecution, or lapsed
patent.

(8) Unavoidable. If thedelay in reply by applicant or
patent owner was unavoidable, a petition may be filed
pursuant to this paragraph to revive an abandoned
application, areexamination prosecution terminated under
8§ 1.550(d) or 1.957(b) or limited under § 1.957(c), or a
lapsed patent. A grantable petition pursuant to this
paragraph must be accompanied by:

(1) The reply required to the outstanding Office
action or notice, unless previoudly filed;

(2) The petition fee as set forth in § 1.17(1);

(3) A showing to the satisfaction of the Director
that the entire delay in filing the required reply from
the due date for the reply until thefiling of agrantable
petition pursuant to this paragraph was unavoidable;
and

(4) Any terminal disclaimer (and fee as set forthin
§ 1.20(d)) required pursuant to paragraph (d) of this
section.

(b) Unintentional . If the delay in reply by applicant
or patent owner was unintentional, apetition may befiled
pursuant to this paragraph to revive an abandoned
application, areexamination prosecution terminated under
88 1.550(d) or 1.957(b) or limited under § 1.957(c), or a
lapsed patent. A grantable petition pursuant to this
paragraph must be accompanied by:

(1) Thereply required to the outstanding Office
action or notice, unless previoudly filed;
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(2) The petition fee as set forth in § 1.17(m);

(3) A statement that the entire delay in filing the
required reply from the due date for the reply until the
filing of agrantable petition pursuant to this paragraph
was unintentional . The Director may require additional
information wherethereisaquestion whether the delay
was unintentional; and

(4) Any terminal disclaimer (and fee as set forthin
§ 1.20(d)) required pursuant to paragraph (d) of this
section.

() Reply . Inanonprovisional application abandoned
for failure to prosecute, the required reply may be met by
thefiling of acontinuing application. In anonprovisional
utility or plant application filed on or after June 8, 1995,
and abandoned for failureto prosecute, the required reply
may also be met by the filing of arequest for continued
examinationin compliancewith § 1.114. In an application
or patent, abandoned or lapsed for failureto pay theissue
fee or any portion thereof, the required reply must include
payment of the issue fee or any outstanding balance. In
an application, abandoned for failure to pay the
publication fee, the required reply must include payment
of the publication fee.

(d) Terminal disclaimer.

(1) Any petition to revive pursuant to this section
in adesign application must be accompanied by a
terminal disclaimer and fee as set forthin § 1.321
dedicating to the public aterminal part of the term of
any patent granted thereon equivalent to the period of
abandonment of the application. Any petition to revive
pursuant to this section in either a utility or plant
application filed before June 8, 1995, must be
accompanied by aterminal disclaimer and fee as set
forthin § 1.321 dedicating to the public aterminal part
of theterm of any patent granted thereon equivalent to
the lesser of:

(i) The period of abandonment of the
application; or

(it) The period extending beyond twenty years
from the date on which the application for the
patent was filed in the United States or, if the
application contains a specific reference to an
earlier filed application(s) under 35 U.S.C. 120,
121, or 365(c), from the date on which the earliest
such application wasfiled.

(2) Any terminal disclaimer pursuant to paragraph
(d)(1) of this section must also apply to any patent
granted on acontinuing utility or plant application filed
before June 8, 1995, or a continuing design application,
that contains a specific reference under 35 U.S.C. 120,
121, or 365(c) to the application for which revival is
sought.
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(3) The provisions of paragraph (d)(2) of this
section do not apply to applications for which revival
is sought solely for purposes of copendency with a
utility or plant application filed on or after June 8, 1995,
to lapsed patents, to reissue applications, or to
reexamination proceedings.

(e) Request for reconsideration. Any request for
reconsideration or review of adecision refusing to revive
an abandoned application, aterminated or limited
reexamination prosecution, or lapsed patent upon petition
filed pursuant to this section, to be considered timely,
must be filed within two months of the decision refusing
to revive or within such time as set in the decision. Unless
adecision indicates otherwise, thistime period may be
extended under:

(2) The provisions of § 1.136 for an abandoned
application or lapsed patent;

(2) The provisions of § 1.550(c) for aterminated
ex parte reexamination prosecution, wherethe ex parte
reexamination was filed under § 1.510; or

(3) Theprovisionsof § 1.956 for aterminated inter
partes reexamination prosecution or an inter partes
reexamination limited asto further prosecution, where
theinter partes reexamination wasfiled under §1.913.

(f) Abandonment for failure to notify the Office of a
foreign filing: A nonprovisional application abandoned
pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure to
timely notify the Office of the filing of an application in
aforeign country or under amultinational treaty that
requires publication of applications eighteen months after
filing, may be revived only pursuant to paragraph (b) of
this section. The reply requirement of paragraph (c) of
this section is met by the notification of such filingin a
foreign country or under a multinational treaty, but the
filing of a petition under this section will not operate to
stay any period for reply that may be running against the
application.

(g) Provisional applications: A provisional
application, abandoned for failure to timely respond to
an Office requirement, may be revived pursuant to this
section. Subject to the provisions of 35 U.S.C. 119(€)(3)
and 8§ 1.7(b), aprovisional application will not be regarded
as pending after twelve months from its filing date under
any circumstances.

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; para. (b)
48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983; paras. () - (),
paras. (d) & (€) added, 58 FR 44277, Aug. 20,1993, effective Sept. 20,
1993; para. (c) revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para.
(c) revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8, 2000; revised,
65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; para. (d)(3)
revised, 69 FR 56481, Sept. 21, 2004, effective Sept. 21, 2004; heading,
paras. (@) introductory text, (b) introductory text, and (€) revised, 72 FR
18892, Apr. 16, 2007, effective May 16, 2007]
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§ Express abandonment.
1.138

(a) An application may be expressly abandoned by
filing awritten declaration of abandonment identifying
the application in the United States Patent and Trademark
Office. Express abandonment of the application may not
be recognized by the Office before the date of issue or
publication unlessit is actually received by appropriate
officialsin time to act.

(b) A written declaration of abandonment must be
signed by a party authorized under § 1.33(b)(1), (b)(3),
or (b)(4) to sign a paper in the application, except as
otherwise provided in thisparagraph. A registered attorney
or agent, not of record, who actsin a representative
capacity under the provisions of § 1.34(a) when filing a
continuing application, may expressly abandon the prior
application as of the filing date granted to the continuing
application.

(c) An applicant seeking to abandon an application to
avoid publication of the application (see 8§ 1.211(a)(1))
must submit a declaration of express abandonment by
way of a petition under this paragraph including the fee
set forth in 8§ 1.17(h) in sufficient time to permit the
appropriate officials to recognize the abandonment and
remove the application from the publication process.
Applicants should expect that the petition will not be
granted and the application will be published in regular
course unless such declaration of express abandonment
and petition are received by the appropriate officialsmore
than four weeks prior to the projected date of publication.

(d) An applicant seeking to abandon an application
filed under 35 U.S.C. 111(a) and § 1.53(b) on or after
December 8, 2004, to obtain arefund of the search fee
and excess claimsfee paid in the application, must submit
adeclaration of express abandonment by way of apetition
under this paragraph before an examination has been made
of the application. The date indicated on any certificate
of mailing or transmission under 8 1.8 will not be taken
into account in determining whether a petition under §
1.138(d) wasfiled before an examination has been made
of the application. If arequest for refund of the search fee
and excess claims fee paid in the application is not filed
with the declaration of express abandonment under this
paragraph or within two months from the date on which
the declaration of express abandonment under this
paragraph was filed, the Office may retain the entire
search fee and excess claims fee paid in the application.
Thistwo-month period isnot extendable. If apetition and
declaration of express abandonment under this paragraph
are not filed before an examination has been made of the
application, the Office will not refund any part of the
search fee and excess claims fee paid in the application
except as provided in § 1.26.

[47 FR 47244, Oct. 25, 1982, effective Feb. 27, 1983; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; para. (a) revised and para. (c)
added, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; para. (c)
revised and para. (d) added, 71 FR 12284, Mar. 10, 2006, effective Mar.
10, 2006]
8§ [Reserved]
1.139
[Added, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995;

removed and reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

JOINDER OF INVENTIONSIN ONE
APPLICATION; RESTRICTION

8§ Different inventionsin onenational application.
1141

(a) Two or more independent and distinct inventions
may not be claimed in one national application, except
that more than one species of an invention, not to exceed
areasonable number, may be specifically claimed in
different claimsin one national application, provided the
application also includes an alowable claim generic to
all the claimed species and all the claims to speciesin
excess of one are written in dependent form (8 1.75) or
otherwise include all the limitations of the generic claim.

(b) Where claimsto all three categories, product,
process of making, and process of use, areincluded in a
national application, athree way requirement for
restriction can only be made where the process of making
isdistinct from the product. If the process of making and
the product are not distinct, the process of using may be
joined with the claims directed to the product and the
process of making the product even though a showing of
distinctness between the product and process of using the
product can be made.

[52 FR 20046, May 28, 1987, effective July 1, 1987]

8§ Requirement for restriction.
1.142

(a) If two or moreindependent and distinct inventions
are claimed in asingle application, the examiner in an
Officeactionwill require the applicant inthereply to that
action to elect an invention to which the claims will be
restricted, this official action being called a requirement
for restriction (also known asarequirement for division).
Such requirement will normally be made before any action
onthe merits; however, it may be made at any time before
final action.

(b) Claimsto the invention or inventions not elected,
if not canceled, are nevertheless withdrawn from further
consideration by the examiner by the election, subject
however to reinstatement in the event the requirement for
restriction is withdrawn or overruled.
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[Para (a) revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997; para. (a) revised and (c) added, 72 FR 46716, Aug. 21, 2007
(implementation enjoined and never became effective); para. (a) revised
and (c) removed, 74 FR 52686, Oct. 14, 2009, effective Oct. 14, 2009
(to remove changes made by the final rulesin 72 FR 46716 from the
CFR)]

8 Reconsideration of requirement.
1.143

If the applicant disagrees with the requirement for
restriction, he may request reconsideration and withdrawal
or modification of the requirement, giving the reasons
therefor. (See 8 1.111). In requesting reconsideration the
applicant must indicate a provisiona election of one
invention for prosecution, which invention shall be the
one elected in the event the requirement becomes final.
The requirement for restriction will be reconsidered on
such arequest. If the requirement is repeated and made
final, the examiner will at the sametime act on the claims
to the invention elected.

§ Petition from requirement for restriction.
1.144

After afinal requirement for restriction, the applicant, in
addition to making any reply due on the remainder of the
action, may petition the Director to review the
requirement. Petition may be deferred until after final
action on or allowance of claimsto the invention elected,
but must be filed not later than appeal. A petition will not
be considered if reconsideration of the requirement was
not requested (see § 1.181).

[Revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997,
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

§ Subsequent presentation of claimsfor different
1.145 invention.

If, after an office action on an application, the applicant
presents claimsdirected to an invention distinct from and
independent of the invention previously claimed, the
applicant will be required to restrict the claims to the
invention previously claimed if the amendment isentered,
subject to reconsideration and review as provided in §8
1.143 and 1.144.

[Revised, 72 FR 46716, Aug. 21, 2007 (implementation enjoined
and never became effective); revised, 74 FR 52686, Oct. 14, 2009,
effective Oct. 14, 2009 (to remove changes made by the final rulesin
72 FR 46716 from the CFR)]

8 Election of species.
1.146

In the first action on an application containing a generic
claim to a generic invention (genus) and claims to more
than one patentably distinct species embraced thereby,
the examiner may requirethe applicant in thereply to that
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action to elect a species of his or her invention to which
hisor her claim will berestricted if no claim to the genus
is found to be allowable. However, if such application
contains claims directed to more than areasonable number
of species, the examiner may require restriction of the
claims to not more than a reasonable number of species
before taking further action in the application.

[43 FR 20465, May 11, 1978; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]

DESIGN PATENTS

8 Rules applicable.
1.151

The rules relating to applications for patents for other
inventions or discoveries are also applicable to
applications for patents for designs except as otherwise
provided.

8§ Design drawings.
1.152

The design must be represented by a drawing that
complieswith the requirements of § 1.84 and must contain
a sufficient number of views to constitute a complete
disclosure of the appearance of the design. Appropriate
and adequate surface shading should be used to show the
character or contour of the surfaces represented. Solid
black surface shading is not permitted except when used
to represent the color black as well as color contrast.
Broken lines may be used to show visible environmental
structure, but may not be used to show hidden planes and
surfaces that cannot be seen through opaque materials.
Alternate positions of adesign component, illustrated by
full and broken lines in the same view are not permitted
in a design drawing. Photographs and ink drawings are
not permitted to be combined as formal drawingsin one
application. Photographs submitted in lieu of ink drawings
in design patent applications must not disclose
environmental structure but must be limited to the design
claimed for the article.

[53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989; amended,
58 FR 38719, July 20, 1993, effective Oct. 1, 1993; revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; revised, 65 FR 54604,
Sept. 8, 2000, effective Sept. 8, 2000]

8 Title, description and claim, oath or
1.153 declaration.

(a) Thetitle of the design must designate the particular
article. No description, other than areference to the
drawing, is ordinarily required. The claim shall bein
formal termsto the ornamental design for the article
(specifying name) as shown, or as shown and described.
More than one claim is neither required nor permitted.
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(b) The oath or declaration required of the applicant
must comply with § 1.63.

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964;
para. (b), 48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983]

§ Arrangement of application elementsin a
1.154 design application.

(a) The elements of the design application, if
applicable, should appear in the following order:

(1) Design application transmittal form.

(2) Feetransmittal form.

(3) Application data sheet (see § 1.76).

(4) Specification.

(5) Drawings or photographs.

(6) Executed oath or declaration (see § 1.153(b)).

(b) The specification should include the following
sectionsin order:

(1) Preamble, stating the name of the applicant, title
of the design, and abrief description of the nature and
intended use of the articlein which the design is
embodied.

(2) Cross-reference to related applications (unless
included in the application data sheet).

(3) Statement regarding federally sponsored
research or development.

(4) Description of the figure or figures of the
drawing.

(5) Feature description.
(6) A singleclaim.

(c) Thetext of the specification sections defined in
paragraph (b) of this section, if applicable, should be
preceded by a section heading in uppercase |l etters without
underlining or bold type.

[24 FR 10332, Dec. 22, 1959, para. (€), 48 FR 2713, Jan. 20,
1983, effective date Feb. 27, 1983; revised, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; para. (a)(3) revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000]
8 Expedited examination of design applications.
1.155

(a) The applicant may request that the Office expedite
the examination of adesign application. To qualify for
expedited examination:

(1) The application must include drawingsin
compliance with § 1.84;

(2) The applicant must have conducted a
preexamination search; and

(3) The applicant must file arequest for expedited
examination including:

(i) Thefee set forthin § 1.17(k); and

(i) A statement that a preexamination search
was conducted. The statement must also indicate
the field of search and include an information
disclosure statement in compliance with § 1.98.

(b) The Office will not examine an application that is
not in condition for examination ( e.g., missing basicfiling
fee) even if the applicant files arequest for expedited
examination under this section.

[47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982; paras.
(b)-(d) amended, paras. (€) and (f) added, 58 FR 44277, Aug. 20, 1993,
effective Sept. 20, 1993; revised, 62 FR 53131, Oct. 10, 1997, effective

Dec. 1, 1997; revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8,
2000]

PLANT PATENTS

] Rules applicable.
1.161

The rules relating to applications for patent for other
inventions or discoveries are also applicable to
applications for patents for plants except as otherwise
provided.

8§ Applicant, oath or declaration.
1.162

The applicant for a plant patent must be the person who
has invented or discovered and asexually reproduced the
new and distinct variety of plant for which a patent is
sought (or as provided in 88 1.42, 1.43, and 1.47). The
oath or declaration required of the applicant, in addition
to the averments required by § 1.63, must state that he or
she has asexually reproduced the plant. Where the plant
isanewly found plant the oath or declaration must also
state that it was found in a cultivated area.

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

8§ Specification and arrangement of application
1.163 elementsin a plant application.

(&) The specification must contain asfull and complete
adisclosure as possible of the plant and the characteristics
thereof that distinguish the same over related known
varieties, and its antecedents, and must particularly point
out where and in what manner the variety of plant has
been asexually reproduced. For a newly found plant, the
specification must particularly point out the location and
character of the area where the plant was discovered.

(b) Theelementsof the plant application, if applicable,
should appear in the following order:
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(1) Plant application transmittal form.

(2) Fee transmittal form.

(3) Application data sheet (see § 1.76).

(4) Specification.

(5) Drawings (in duplicate).

(6) Executed oath or declaration (§ 1.162).

(c) The specification should include the following
sectionsin order:

(2) Title of the invention, which may include an
introductory portion stating the name, citizenship, and
residence of the applicant.

(2) Cross-reference to related applications (unless
included in the application data sheet).

(3) Statement regarding federally sponsored
research or development.

(4) Latin name of the genus and species of the plant
claimed.

(5) Variety denomination.

(6) Background of the invention.

(7) Brief summary of the invention.
(8) Brief description of the drawing.
(9) Detailed botanical description.
(10) A single claim.

(12) Abstract of the disclosure.

(d) The text of the specification or sections defined
in paragraph (c) of this section, if applicable, should be
preceded by a section heading in upper case, without
underlining or bold type.

[24 FR 10332, Dec. 22, 1959; para. (b), 48 FR 2713, Jan. 20,
1983, effective Feb. 27, 1983; paras. (¢) and (d) added, 61 FR 42790,
Aug. 19, 1996, effective Sept. 23, 1996; para. (b) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; revised, 65 FR 54604, Sept. 8,
2000, effective Nov. 7, 2000]

§ Claim.
1.164

The claim shall bein formal termsto the new and distinct
variety of the specified plant as described and illustrated,
and may aso recite the principa distinguishing
characteristics. More than one claim is not permitted.

§ Plant Drawings.
1.165

(a) Plant patent drawings should be artistically and
competently executed and must comply with the
requirements of § 1.84. View numbers and reference
characters need not be employed unless required by the
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examiner. The drawing must disclose all the distinctive
characteristics of the plant capable of visual
representation.

(b) The drawings may be in color. The drawing must
bein color if color isadistinguishing characteristic of the
new variety. Two copies of color drawings or photographs
must be submitted.

[24 FR 10332, Dec. 22, 1959; para. (b), 47 FR 41277, Sept. 17,
1982, effective Oct. 1, 1982; paras. (a) and (b) amended, 58 FR 38719,
July 20, 1993, effective Oct. 1, 1993; para. (b) revised, 65 FR 57024,

Sept. 20, 2000, effective Nov. 29, 2000; para. (b) revised, 69 FR 56481,
Sept. 21, 2004, effective Oct. 21, 2004]

8§ Specimens.
1.166

The applicant may be required to furnish specimens of
the plant, or itsflower or fruit, in aquantity and at atime
inits stage of growth as may be designated, for study and
inspection. Such specimens, properly packed, must be
forwarded in conformity with instructions furnished to
the applicant. When it is not possible to forward such
specimens, plants must be made available for official
inspection where grown.

8§ Examination.
1.167

Applications may be submitted by the Patent and
Trademark Office to the Department of Agriculture for
study and report.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

REISSUES

] Application for reissue.
1171

An application for reissue must contain the same parts
required for an application for an origina patent,
complying with al the rules relating thereto except as
otherwise provided, and in addition, must comply with
the requirements of the rules relating to reissue
applications.

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; revised,
54 FR 6893, Feb. 17, 1989, 54 FR 9432, March 7, 1989, effective Apr.
17,1989; 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991; revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ Applicants, assignees.
1.172

(a) A reissue oath must be signed and sworn to or
declaration made by the inventor or inventors except as
otherwise provided (see 88 1.42, 1.43, 1.47), and must be
accompanied by the written consent of all assignees, if
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any, owning an undivided interest in the patent, but a
reissue oath may be made and sworn to or declaration
made by the assignee of the entire interest if the
application does not seek to enlarge the scope of the
claims of the original patent. All assignees consenting to
the reissue must establish their ownership interest in the
patent by filing in the reissue application asubmissionin
accordance with the provisions of § 3.73(b) of this
chapter.

(b) A reissue will be granted to the original patentee,
hislegal representatives or assigns as the interest may

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713, Jan. 20,
1983, effective Feb. 27, 1983; para. () revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]

8§ Reissue specification, drawings, and
1.173 amendments.

(a) Contents of a reissue application. An application
for reissue must contain the entire specification, including
the claims, and the drawings of the patent. No new matter
shall beintroduced into the application. No reissue patent
shall be granted enlarging the scope of the claims of the
original patent unless applied for within two years from
thegrant of the original patent, pursuant to 35 U.S.C. 251.

(1) Specification, including claims. The entire
specification, including the claims, of the patent for
which reissue is requested must be furnished in the
form of acopy of the printed patent, in double column
format, each page on only one side of asingle sheet of
paper. If an amendment of the reissue application isto
beincluded, it must be made pursuant to paragraph (b)
of this section. The formal requirements for papers
making up the reissue application other than those set
forth in this section are set out in § 1.52. Additionally,
acopy of any disclaimer (§ 1.321), certificate of
correction (88 1.322 through 1.324), or reexamination
certificate (§ 1.570) issued in the patent must be
included. (See also § 1.178).

(2) Drawings . Applicant must submit aclean copy
of each drawing sheet of the printed patent at the time
the reissue application isfiled. If such copy complies
with § 1.84, no further drawings will be required.
Where adrawing of thereissue applicationistoinclude
any changes relative to the patent being reissued, the
changes to the drawing must be made in accordance
with paragraph (b)(3) of this section. The Office will
not transfer the drawings from the patent file to the
reissue application.

(b) Making amendmentsin a reissue application. An
amendment in areissue application is made either by
physically incorporating the changesinto the specification
when the applicationisfiled, or by a separate amendment
paper. If amendment is made by incorporation, markings

pursuant to paragraph (d) of this section must be used. If
amendment is made by an amendment paper, the paper
must direct that specified changes be made, as follows:

(1) Specification other than the claims . Changes
to the specification, other than to the claims, must be
made by submission of the entire text of an added or
rewritten paragraph, including markings pursuant to
paragraph (d) of this section, except that an entire
paragraph may be deleted by a statement deleting the
paragraph without presentation of the text of the
paragraph. The precise point in the specification must
be identified where any added or rewritten paragraph
islocated. This paragraph applies whether the
amendment is submitted on paper or compact disc (see
88 1.52(e)(1) and 1.821(c), but not for discs submitted

under § 1.821(¢)).

(2) Claims. An amendment paper must includethe
entire text of each claim being changed by such
amendment paper and of each claim being added by
such amendment paper. For any claim changed by the
amendment paper, a parenthetical expression
“amended,” “twice amended,” etc., should follow the
claim number. Each changed patent claim and each
added claim must include markings pursuant to
paragraph (d) of this section, except that a patent claim
or added claim should be canceled by a statement
canceling the claim without presentation of the text of
the claim.

(3) Drawings. One or more patent drawings shall
be amended in the following manner: Any changesto
a patent drawing must be submitted as a replacement
sheet of drawings which shall be an attachment to the
amendment document. Any replacement sheet of
drawings must be in compliance with § 1.84 and shall
include all of the figures appearing on the original
version of the sheet, even if only onefigureisamended.
Amended figures must be identified as “Amended,”
and any added figure must be identified as“New.” In
the event that afigure is canceled, the figure must be
surrounded by brackets and identified as “ Canceled.”
All changes to the drawing(s) shall be explained, in
detail, beginning on a separate sheet accompanying the
papers including the amendment to the drawings.

(i) A marked-up copy of any amended drawing
figure, including annotations indicating the
changes made, may be included. The marked-up
copy must be clearly labeled as “Annotated
Marked-up Drawings’ and must be presented in
the amendment or remarks section that explains
the change to the drawings.

(i1) A marked-up copy of any amended
drawing figure, including annotations indicating
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the changes made, must be provided when
required by the examiner.

(c) Satus of claims and support for claim changes.
Whenever there is an amendment to the claims pursuant
to paragraph (b) of this section, there must also be
supplied, on pages separate from the pages containing the
changes, the status (i.e., pending or canceled), as of the
date of the amendment, of all patent claims and of all
added claims, and an explanation of the support in the
disclosure of the patent for the changes made to the
claims.

(d) Changes shown by markings. Any changes
relative to the patent being reissued which are made to
the specification, including the claims, upon filing, or by
an amendment paper in the reissue application, must
include the following markings:

(1) The matter to be omitted by reissue must be
enclosed in brackets; and

(2) The matter to be added by reissue must be
underlined, except for amendments submitted on
compact discs (88 1.96 and 1.821(c)). Matter added by
reissue on compact discs must be preceded with “ <U>"
and end with “</U>" to properly identify the materia
being added.

(e) Numbering of patent claims preserved. Patent
claims may not be renumbered. The numbering of any
claim added in the reissue application must follow the
number of the highest numbered patent claim.

(f) Amendment of disclosure may be required. The
disclosure must be amended, when required by the Office,
to correct inaccuracies of description and definition, and
to secure substantial correspondence between the claims,
the remainder of the specification, and the drawings.

(g) Amendments made relative to the patent. All
amendments must be made relative to the patent
specification, including the claims, and drawings, which
arein effect as of the date of filing of the reissue
application.

[Revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000;
para. (b)(3) revised, 68 FR 38611, June 30, 2003, effective July 30,

2003; para. (b) introductory text revised, 69 FR 56481, Sept. 21, 2004,
effective Oct. 21, 2004]

§ [Reserved]
1.174

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713, Jan. 20,
1983, effective Feb. 27, 1983; removed and reserved, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000]

] Reissue oath or declaration.
1.175

Rev. 9, August 2012

(a) The reissue oath or declaration in addition to
complying with the requirements of § 1.63, must also
state that:

(1) The applicant believes the original patent to be
wholly or partly inoperative or invalid by reason of a
defective specification or drawing, or by reason of the
patentee claiming more or less than the patentee had
theright to claimin the patent, stating at |east one error
being relied upon as the basis for reissue; and

(2) All errors being corrected in the reissue
application up to the time of filing of the oath or
declaration under this paragraph arose without any
deceptive intention on the part of the applicant.

(b)

(1) For any error corrected, which is not covered
by the oath or declaration submitted under paragraph
(a) of this section, applicant must submit a
supplemental oath or declaration stating that every such
error arose without any deceptive intention on the part
of the applicant. Any supplemental oath or declaration
required by this paragraph must be submitted before
allowance and may be submitted:

(i) With any amendment prior to alowance;
or

(ii) In order to overcome arejection under
35 U.S.C. 251 made by the examiner whereitis
indicated that the submission of a supplemental
oath or declaration as required by this paragraph
will overcome the rejection.

(2) For any error sought to be corrected after
allowance, a supplemental oath or declaration must
accompany the requested correction stating that the
error(s) to be corrected arose without any deceptive
intention on the part of the applicant.

(c) Having once stated an error upon which thereissue
isbased, as set forth in paragraph (a)(1), unlessall errors
previously stated in the oath or declaration are no longer
being corrected, a subsequent oath or declaration under
paragraph (b) of this section need not specifically identify
any other error or errors being corrected.

(d) The oath or declaration required by paragraph (a)
of this section may be submitted under the provisions of
§ 1.53(f).

(e) Thefiling of any continuing reissue application
which does not replaceits parent rei ssue application must
include an oath or declaration which, pursuant to
paragraph (a)(1) of this section, identifies at least one
error in the original patent which has not been corrected
by the parent reissue application or an earlier reissue
application. All other requirements relating to oaths or
declarations must a so be met.
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[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; 34

FR 18857, Nov. 26, 1969; para. (a), 47 FR 21752, May 19, 1982,
effective July 1,1982; para. (a), 48 FR 2713, Jan. 20, 1983, effective
Feb. 27, 1983; para. (a)(7), 57 FR 2021, Jan. 17, 1992, effective Mar.
16, 1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997;
para. (€) added, 69 FR 56481, Sept. 21, 2004, effective Oct. 21, 2004]

] Examination of reissue.

1.176

(a) A reissue application will be examined in the same
manner as anon-reissue, non-provisional application, and
will be subject to all the requirements of the rules related
to non-reissue applications. Applications for reissue will
be acted on by the examiner in advance of other
applications.

(b) Restriction between subject matter of the original
patent claims and previously unclaimed subject matter
may be required (restriction involving only subject matter
of the original patent claims will not be required). If
restriction is required, the subject matter of the original
patent claims will be held to be constructively elected
unless adisclaimer of all the patent claimsisfiled in the
reissue application, which disclaimer cannot bewithdrawn
by applicant.

[42 FR 5595, Jan. 28, 1977; revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000]

8 I ssuance of multiplereissue patents.
1.177

(a) The Office may reissue a patent as multiple reissue
patents. If applicant files more than one application for
the reissue of a single patent, each such application must
contain or be amended to contain in the first sentence of
the specification a notice stating that more than one
reissue application has been filed and identifying each of
the reissue applications by relationship, application
number and filing date. The Office may correct by
certificate of correction under § 1.322 any reissue patent
resulting from an application to which this paragraph
applies that does not contain the required notice.

(b) If applicant files more than one application for the
reissue of a single patent, each claim of the patent being
reissued must be presented in each of the reissue
applications as an amended, unamended, or canceled
(shown in brackets) claim, with each such claim bearing
the same number asin the patent being reissued. The same
claim of the patent being reissued may not be presented
initsoriginal unamended form for examination in more
than one of such multiple reissue applications. The
numbering of any added claimsin any of the multiple
reissue applications must follow the number of the highest
numbered original patent claim.

(c) If any one of the several reissue applications by
itself failsto correct an error in the original patent as
required by 35 U.S.C. 251 but is otherwise in condition
for allowance, the Office may suspend action in the

allowable application until al issues are resolved asto at
least one of the remaining rei ssue applications. The Office
may also merge two or more of the multiple reissue
applications into a single reissue application. No reissue
application containing only unamended patent claimsand
not correcting an error inthe original patent will be passed
to issue by itself.

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982;
revised, 54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989,
effective Apr. 17, 1989; revised, 60 FR 20195, Apr. 25, 1995, effective

June 8, 1995; revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000]

8§ Original patent; continuing duty of applicant.
1.178

(a) The application for reissue of a patent shall
constitute an offer to surrender that patent, and the
surrender shall take effect upon rei ssue of the patent. Until
areissue application is granted, the original patent shall
remain in effect.

(b) In any reissue application before the Office, the
applicant must call to the attention of the Officeany prior
or concurrent proceedings in which the patent (for which
reissue is requested) is or was involved, such as
interferences, reissues, reexaminations, or litigationsand
the results of such proceedings (see also § 1.173(a)(1)).

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;

revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)
revised, 69 FR 56481, Sept. 21, 2004, effective Sept. 21, 2004]

8 [Reserved]
1.179

[Removed and reserved, 69 FR 56481, Sept. 21, 2004, effective
Oct. 21, 2004]

PETITIONSAND ACTION BY THE DIRECTOR

8§ Petition to the Director.
1.181

(a) Petition may be taken to the Director:

(1) From any action or requirement of any examiner
inthe ex parte prosecution of an application, or in ex
parteor inter partes prosecution of areexamination
proceeding which is not subject to appeal to the Board
of Patent Appeals and Interferences or to the court;

(2) In cases in which a statute or the rules specify
that the matter is to be determined directly by or
reviewed by the Director; and

(3) To invoke the supervisory authority of the
Director in appropriate circumstances. For petitions
involving action of the Board of Patent Appeals and
Interferences, see § 41.3 of thistitle.

(b) Any such petition must contain a statement of the
factsinvolved and the point or points to be reviewed and
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the action requested. Briefs or memoranda, if any, in
support thereof should accompany or be embodied in the
petition; and where facts are to be proven, the proof in
theform of affidavits or declarations (and exhibits, if any)
must accompany the petition.

(c) When a petition is taken from an action or
requirement of an examiner in the ex parte prosecution
of an application, or in the ex parte or inter partes
prosecution of areexamination proceeding, it may be
required that there have been a proper request for
reconsideration (8 1.111) and a repeated action by the
examiner. The examiner may be directed by the Director
to furnish awritten statement, within a specified time,
setting forth the reasons for his or her decision upon the
matters averred in the petition, supplying a copy to the
petitioner.

(d) Where afeeisrequired for a petition to the
Director the appropriate section of this part will so
indicate. If any required fee does not accompany the
petition, the petition will be dismissed.

(e) Oral hearing will not be granted except when
considered necessary by the Director.

(f) The merefiling of a petition will not stay any
period for reply that may be running against the
application, nor act as a stay of other proceedings. Any
petition under this part not filed within two months of the
mailing date of the action or notice from which relief is
requested may be dismissed as untimely, except as
otherwise provided. This two-month period is not
extendable.

(9) The Director may delegate to appropriate Patent
and Trademark Office officials the determination of
petitions.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;

paras. (d) and (g), 47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982;
para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para.
(f) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; paras.
(a) and (c) revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
paras. (), (8)(2)-(3), (c)-(e) & (g) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; para. (a)(3) revised, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004]

8 Questions not specifically provided for.
1.182

All situations not specifically provided for in the
regulations of this part will be decided in accordance with
the merits of each situation by or under the authority of
the Director, subject to such other requirements as may
be imposed, and such decision will be communicated to
the interested parties in writing. Any petition seeking a
decision under this section must be accompanied by the
petition fee set forthin § 1.17(f).

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; revised,
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68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised, 69 FR
56481, Sept. 21, 2004, effective Nov. 22, 2004]

8§ Suspension of rules.
1.183

In an extraordinary situation, when justice requires, any
reguirement of the regulations in this part which is not a
reguirement of the statutes may be suspended or waived
by the Director or the Director’s designee, sua sponte ,
or on petition of theinterested party, subject to such other
reguirements as may be imposed. Any petition under this
section must be accompanied by the petition fee set forth
in 8 1.17(f).

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised, 69 FR
56481, Sept. 21, 2004, effective Nov. 22, 2004]

8§ [Reserved]
1.184

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997

APPEAL TO THE BOARD OF PATENT APPEALS
AND INTERFERENCES

8§ Appeal to Board of Patent Appealsand
1.191 Interferences.

Appealstothe Board of Patent Appealsand I nterferences
under 35 U.S.C. 134(a) and (b) are conducted according
to part 41 of thistitle.

[46 FR 29183, May 29, 1981; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; para. (d), 49 FR 555, Jan. 4, 1984, effective
Apr. 1, 1984; 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
paras. (b) and (d) amended, para. (€) added, 54 FR 29553, July 13, 1989,
effective Aug. 20, 1989; para. (d) revised, 58 FR 54504, Oct. 22, 1993,
effective Jan. 3, 1994; paras. (8) and (b) revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997; para. (a) revised, 65 FR 76756, Dec. 7,
2000, effective Feb. 5, 2001; para. (€) revised, 68 FR 14332, Mar. 25,
2003, effective May 1, 2003; para. (a) revised, 68 FR 70996, Dec. 22,
2003, effective Jan. 21, 2004; revised, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004]

8 [Reserved]
1192

[36 FR 5850, Mar. 30, 1971; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; para. (a), 49 FR 556, Jan. 4, 1984, effective
Apr. 1, 1984; 53 FR 23734, June 23, 1988, effective Sept. 12, 1988;
para. (a), (c), and (d) revised, 58 FR 54504, Oct. 22, 1993, effective
Jan. 3, 1994; paras. (8)-(c) revised, 60 FR 14488, Mar 17, 1995, effective
Apr. 21, 1995; para. (8) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; removed and reserved, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004]

8§ [Reserved]
1.193

[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov.26, 1969; para.
(c), 47 FR 21752, May 19, 1982, added effective July 1, 1982; para.
(b), 50 FR 9382, Mar. 7, 1985, effective May 8, 1985; 53 FR 23735,
June 23, 1988, effective Sept. 12, 1988; para. (c) deleted, 57 FR 2021,
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Jan. 17, 1992, effective Mar. 16, 1992; para. (b) revised, 58 FR 54504,
Oct. 22, 1993, effective Jan. 3, 1994; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997; para. (b)(1) revised, 65 FR 54604, Sept.
8, 2000, effective Nov. 7, 2000; para. (a)(1) revised, 68 FR 14332, Mar.
25, 2003, effective May 1, 2003; removed and reserved, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004]

8 [Reserved]
1.194
[42 FR 5595, Jan. 28, 1977; paras. (b) & (c), 47 FR 41278, Sept.

17,1982, effective Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; para. (b) revised 53 FR 23735, June 23, 1988,
effective Sept. 12, 1988; para. (b) revised, 58 FR 54504, Oct. 22, 1993,
effective Jan. 3, 1994; revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; removed and reserved, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004]

8§ [Reserved]
1.195

[34 FR 18858, Nov. 26, 1969; removed and reserved, 69 FR
49959, Aug. 12, 2004, effective Sept. 13, 2004]

§ [Reserved]
1.196
[24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29, 1981; 49

FR 48416, Dec. 12, 1984, effective Feb. 12, 1985; para. (b) revised, 53
FR 23735, June 23, 1988, effective Sept. 12, 1988; paras. (a), (b) & (d)
amended, paras. () & (f) added, 54 FR 29552, July 13, 1989, effective
Aug. 20, 1989; para. (f) revised, 58 FR 54504, Oct. 22, 1993, effective
Jan. 3, 1994; paras. (b) & (d) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997; removed and reserved, 69 FR 49959, Aug. 12,
2004, effective Sept. 13, 2004]

8 Termination of proceedings.
1.197

(a) [Reserved]
(b) Termination of proceedings.

(1) Proceedings on an application are considered
terminated by the dismissal of an appeal or the failure
to timely file an appeal to the court or acivil action (8
1.304) except:

(i) Where claims stand alowed in an
application; or

(if) Where the nature of the decision requires
further action by the examiner.

(2) The date of termination of proceedings on an
application isthe date on which the appeal is dismissed
or the date on which the time for appeal to the U.S.
Court of Appealsfor the Federal Circuit or review by
civil action (8 1.304) expiresin the absence of further
appeal or review. If an appeal to the U.S. Court of
Appealsfor the Federal Circuit or acivil action has
been filed, proceedings on an application are considered
terminated when the appeal or civil actionisterminated.
A civil action is terminated when the time to appeal
the judgment expires. An appeal to the U.S. Court of
Appealsfor the Federal Circuit, whether from a

decision of the Board or ajudgment in acivil action,
isterminated when the mandate isissued by the Court.
[46 FR 29184, May 29, 1981; para. (8), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; 49 FR 556, Jan. 4, 1984, effective Apr. 1,
1984; paras. (a) and (b), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; paras. (b) and (c), 54 FR 29552, July 13, 1989, effective Aug. 20,
1989; para. (b) revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3,
1994; paras. (8) & (b) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; para. (c) revised, 68 FR 70996, Dec. 22, 2003, effective
Jan. 21, 2004; revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13,
2004; section heading revised and para. (a) removed and reserved, 76
FR 72270, Nov. 22, 2011, effective January 23, 2012]

§ Reopening after afinal decision of the Board
1.198 of Patent Appeals and I nterferences.

When a decision by the Board of Patent Appeals and
Interferences on appea has become fina for judicia
review, prosecution of the proceeding before the primary
examiner will not be reopened or reconsidered by the
primary examiner except under the provisionsof § 1.114
or 8 41.50 of thistitle without the written authority of the
Director, and then only for the consideration of matters
not already adjudicated, sufficient cause being shown.

[49 FR 48416, Dec. 12, 1984, effective date Feb. 11, 1985;
revised, 65 FR 14865, Mar. 20, 2000, effective May 29, 2000 (adopted
asfinal, 65 FR 50092, Aug. 16, 2000); revised, 68 FR 14332, Mar. 25,
2003, effective May 1, 2003; revised, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004]

PUBLICATION OF APPLICATIONS

8§ Publication of applications.
1.211

(a) Each U.S. national application for patent filed in
the Office under 35 U.S.C. 111(a) and each international
application in compliance with 35 U.S.C. 371 will be
published promptly after the expiration of a period of
eighteen months from the earliest filing date for which a
benefit is sought under title 35, United States Code,
unless:

(2) The application is recognized by the Office as
no longer pending;

(2) The application is national security classified
(see 8 5.2(c)), subject to a secrecy order under 35
U.S.C. 181, or under national security review;

(3) The application hasissued as a patent in
sufficient time to be removed from the publication
process; or

(4) The application wasfiled with anonpublication
request in compliance with § 1.213(a).

(b) Provisional applications under 35 U.S.C. 111(b)
shall not be published, and design applications under 35
U.S.C. chapter 16 and reissue applications under 35
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U.S.C. chapter 25 shall not be published under this
section.

(c) An application filed under 35 U.S.C. 111(a) will
not be published until it includes the basic filing fee (8
1.16(a) or 1.16(c)), any English trandlation required by §
1.52(d), and an executed oath or declaration under § 1.63.
The Office may delay publishing any application until it
includes any application size fee required by the Office
under 8 1.16(s) or § 1.492(j), aspecification having papers
in compliance with § 1.52 and an abstract (8§ 1.72(b)),
drawingsin compliance with § 1.84, and a sequence
listing in compliance with 88 1.821 through 1.825 (if
applicable), and until any petition under § 1.47 isgranted.

(d) The Office may refuse to publish an application,
or to include a portion of an application in the patent
application publication (8 1.215), if publication of the
application or portion thereof would violate Federal or
state law, or if the application or portion thereof contains
offensive or disparaging material.

(e) The publication fee set forth in § 1.18(d) must be
paid in each application published under this section
before the patent will be granted. If an applicationis
subject to publication under this section, the sum specified
inthe notice of alowance under § 1.311 will alsoinclude
the publication fee which must be paid within three
months from the date of mailing of the notice of alowance
to avoid abandonment of the application. Thisthree-month
period isnot extendable. If the applicationisnot published
under this section, the publication fee (if paid) will be
refunded.

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000;
para. (c) revised, 70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004]

8
1.213

(8) If theinvention disclosed in an application has not
been and will not be the subject of an application filed in
another country, or under a multilateral international
agreement, that requires publication of applications
eighteen months after filing, the application will not be
published under 35 U.S.C. 122(b) and § 1.211 provided:

(1) A request (nonpublication request) issubmitted
with the application upon filing;

Nonpublication request.

(2) Therequest statesin aconspicuous manner that
the application is not to be published under 35 U.S.C.

122(b);

(3) Theregquest contains a certification that the
invention disclosed in the application has not been and
will not be the subject of an application filed in ancther
country, or under amultilateral international agreement,
that requires publication at eighteen months after filing;
and
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(4) The request is signed in compliance with §
1.33(b).

(b) The applicant may rescind a nonpublication
reguest at any time. A request to rescind anonpublication
reguest under paragraph (a) of this section must:

(1) Identify the application to which it is directed;

(2) State in a conspicuous manner that the request
that the application is not to be published under 35
U.S.C. 122(b) is rescinded; and

(3) Be signed in compliance with § 1.33(b).

(¢) If an applicant who has submitted anonpublication
reguest under paragraph (a) of this section subsequently
files an application directed to the invention disclosed in
the application in which the nonpublication request was
submitted in another country, or under a multilateral
international agreement, that requires publication of
applications eighteen months after filing, the applicant
must notify the Office of such filing within forty-five days
after the date of thefiling of such foreign or international
application. The failure to timely notify the Office of the
filing of such foreign or international application shall
result in abandonment of the application in which the
nonpublication request was submitted (35 U.S.C.
122(b)(2)(B)(iii)).

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000]

8§
1.215

(a) The publication of an application under 35 U.S.C.
122(b) shall include apatent application publication. The
date of publication shall be indicated on the patent
application publication. The patent application publication
will be based upon the specification and drawings
deposited on the filing date of the application, aswell as
the executed oath or declaration submitted to complete
the application. The patent application publication may
al so be based upon amendmentsto the specification (other
than the abstract or the claims) that are reflected in a
substitute specification under 8 1.125(b), amendmentsto
the abstract under § 1.121(b), anendments to the claims
that are reflected in a complete claim listing under §
1.121(c), and amendments to the drawings under §
1.121(d), provided that such substitute specification or
amendment is submitted in sufficient time to be entered
into the Office file wrapper of the application before
technical preparations for publication of the application
have begun. Technical preparations for publication of an
application generally begin four months prior to the
projected date of publication. The patent application
publication of an application that has entered the national
stage under 35 U.S.C. 371 may also include amendments
made during the international stage. See paragraph (c) of
this section for publication of an application based upon

Patent application publication.
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acopy of the application submitted via the Office
electronic filing system.

(b) If applicant wants the patent application
publication to include assignee information, the applicant
must include the assignee information on the application
transmittal sheet or the application data sheet (8 1.76).
Assignee information may not be included on the patent
application publication unlessthisinformationis provided
on the application transmittal sheet or application data
sheet included with the application on filing. Providing
thisinformation on the application transmittal sheet or
the application data sheet does not substitute for
compliance with any requirement of part 3 of this chapter
to have an assignment recorded by the Office.

(c) At applicant’s option, the patent application
publication will be based upon the copy of the application
(specification, drawings, and oath or declaration) as
amended, provided that applicant supplies such acopy in
compliance with the Office electronic filing system
requirements within one month of the mailing date of the
first Office communication that includes a confirmation
number for the application, or fourteen months of the
earliest filing date for which abenefit is sought under title
35, United States Code, whichever is later.

(d) If the copy of the application submitted pursuant
to paragraph (c) of this section does not comply with the
Office electronic filing system requirements, the Office
will publish the application as provided in paragraph (a)
of this section. If, however, the Office has not started the
publication process, the Office may use an untimely filed
copy of the application supplied by the applicant under
paragraph (c) of this section in creating the patent
application publication.

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000;
paras. (a) and (c) revised, 69 FR 56481, Sept. 21, 2004, effective Oct.
21, 2004)

§ Publication of aredacted copy of an
1.217 application.

(a) If an applicant hasfiled applicationsin one or more
foreign countries, directly or through a multilateral
international agreement, and such foreign-filed
applications or the description of the invention in such
foreign-filed applications is less extensive than the
application or description of theinvention in the
application filed in the Office, the applicant may submit
aredacted copy of the application filed in the Office for
publication, eliminating any part or description of the
invention that is not aso contained in any of the
corresponding applicationsfiled in aforeign country. The
Office will publish the application as provided in §
1.215(a) unless the applicant files a redacted copy of the
application in compliance with this section within sixteen

months after the earliest filing date for which a benefit is
sought under title 35, United States Code.

(b) The redacted copy of the application must be
submitted in compliance with the Office electronic filing
system requirements. The title of the invention in the
redacted copy of the application must correspond to the
title of the application at the time the redacted copy of
the application is submitted to the Office. If the redacted
copy of the application does not comply with the Office
electronic filing system requirements, the Office will
publish the application as provided in § 1.215(a).

(c) The applicant must also concurrently submit in
paper (8 1.52(a)) to befiled in the application:

(1) A certified copy of each foreign-filed
application that corresponds to the application for
which aredacted copy is submitted;

(2) A trandlation of each such foreign-filed
applicationthat isin alanguage other than English, and
a statement that the trandation is accurate;

(3) A marked-up copy of the application showing
the redactions in brackets; and

(4) A certification that the redacted copy of the
application eliminates only the part or description of
the invention that is not contained in any application
filed in aforeign country, directly or through a
multilateral international agreement, that corresponds
to the application filed in the Office.

(d) The Office will provide a copy of the complete
file wrapper and contents of an application for which a
redacted copy was submitted under this section to any
person upon written request pursuant to 8§ _1.14(c)(2),
unless applicant complies with the requirements of
paragraphs (d)(1), (d)(2), and (d)(3) of this section.

(1) Applicant must accompany the submission
required by paragraph (c) of this section with the
following:

(i) A copy of any Office correspondence
previously received by applicant including any
desired redactions, and asecond copy of al Office
correspondence previously received by applicant
showing the redacted material in brackets; and

(ii) A copy of each submission previoudly filed
by the applicant including any desired redactions,
and a second copy of each submission previously
filed by the applicant showing the redacted
material in brackets.

(2) In addition to providing the submission required
by paragraphs (c) and (d)(1) of this section, applicant
must:

Rev. 9, August 2012



MPEP

(i) Within one month of the date of mailing of
any correspondence from the Office, file a copy
of such Office correspondence including any
desired redactions, and a second copy of such
Office correspondence showing the redacted
material in brackets; and

(i) With each submission by the applicant,
include a copy of such submission including any
desired redactions, and a second copy of such
submission showing the redacted material in
brackets.

(3) Each submission under paragraph (d)(1) or
(d)(2) of this paragraph must also be accompanied by
the processing fee set forthin § 1.17(i) and a
certification that the redactions are limited to the
elimination of material that is relevant only to the part
or description of the invention that was not contained
in the redacted copy of the application submitted for
publication.

(e) The provisions of § 1.8 do not apply to thetime
periods set forth in this section.

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000]

8 Early publication.
1.219

Applicationsthat will be published under § 1.211 may be
published earlier than as set forth in § _1.211(a) at the
request of the applicant. Any request for early publication
must be accompanied by the publication fee set forth in
§1.18(d). If the applicant does not submit a copy of the
application in compliance with the Office el ectronicfiling
system requirements pursuant to § 1.215(c), the Office
will publish the application asprovidedin § 1.215(a). No
consideration will be given to requests for publication on
a certain date, and such requests will be treated as a
request for publication as soon as possible.

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000]

§ Voluntary publication or republication of
1.221 patent application publication.

(a) Any request for publication of an application filed
before, but pending on, November 29, 2000, and any
request for republication of an application previously
published under § 1.211, must include a copy of the
application in compliance with the Office el ectronicfiling
system requirements and be accompanied by the
publication fee set forth in § 1.18(d) and the processing
fee set forthin § 1.17(i). If the request does not comply
with the requirements of this paragraph or the copy of the
application does not comply with the Office electronic
filing system requirements, the Office will not publish
the application and will refund the publication fee.
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(b) The Office will grant arequest for a corrected or
revised patent application publication other than as
provided in paragraph (a) of this section only when the
Office makes a material mistake which is apparent from
Office records. Any request for a corrected or revised
patent application publication other than as provided in
paragraph (a) of this section must be filed within two
months from the date of the patent application publication.
This period is not extendable.

[Added, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000]

MISCELLANEOUS PROVISIONS

§ Service of papers, manner of service; proof of
1.248 service in cases other than interferences.

(a) Service of papers must be on the attorney or agent
of the party if there be such or on the party if thereis no
attorney or agent, and may be made in any of the
following ways:

(1) By delivering a copy of the paper to the person
served;

(2) By leaving acopy at the usual place of business
of the person served with someone in his employment;

(3) When the person served has no usua place of
business, by leaving a copy at the person’s residence,
with some person of suitable age and discretion who
resides there;

(4) Transmission by first class mail. When service
is by mail the date of mailing will be regarded as the
date of service;

(5) Whenever it shall be satisfactorily shown to the
Director that none of the above modes of obtaining or
serving the paper is practicable, service may be by
notice published in the Official Gazette.

(b) Papersfiled in the Patent and Trademark Office
which are required to be served shall contain proof of
service. Proof of service may appear on or be affixed to
papers filed. Proof of service shal include the date and
manner of service. In the case of personal service, proof
of service shall aso include the name of any person
served, certified by the person who made service. Proof
of service may be made by:

(1) An acknowledgement of service by or on behalf
of the person served or

(2) A statement signed by the attorney or agent
containing the information required by this section.

(c) See 8§ 41.106(e) of thistitle for service of papers
in contested cases before the Board of Patent Appealsand
Interferences.

[46 FR 29184, May 29, 1981; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; para. (a)(5) revised, 68 FR 14332, Mar. 25,
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2003, effective May 1, 2003; para. (c) revised, 69 FR 49959, Aug. 12,
2004, effective Sept. 13, 2004; para. (c) revised, 69 FR 49959, Aug. 12,
2004, effective Sept. 13, 2004; para. (c) revised, 69 FR 5 8260, Sept.
30, 2004, effective Sept. 30, 2004]

8 Unlocatablefile.

1251

(@) In the event that the Office cannot locate the file
of an application, patent, or other patent-related
proceeding after areasonabl e search, the Officewill notify
the applicant or patentee and set atime period within
which the applicant or patentee must comply with the
noticein accordance with one of paragraphs (a)(1), (8)(2),
or (a)(3) of this section.

(1) Applicant or patentee may comply with anotice
under this section by providing:

(i) A copy of the applicant’s or patentee’s
record (if any) of al of the correspondence
between the Office and the applicant or patentee
for such application, patent, or other proceeding
(except for U.S. patent documents);

(if) A list of such correspondence; and

(iii) A statement that the copy is a complete
and accurate copy of the applicant’s or patentee’s
record of all of the correspondence between the
Office and the applicant or patentee for such
application, patent, or other proceeding (except
for U.S. patent documents), and whether applicant
or patentee is aware of any correspondence
between the Office and the applicant or patentee
for such application, patent, or other proceeding
that isnot among applicant’s or patentee’ srecords.

(2) Applicant or patentee may comply with anotice
under this section by:

(i) Producing the applicant’s or patentee’s
record (if any) of al of the correspondence
between the Office and the applicant or patentee
for such application, patent, or other proceeding
for the Office to copy (except for U.S. patent
documents); and

(ii) Providing a statement that the papers
produced by applicant or patentee are applicant’s
or patentee's complete record of al of the
correspondence between the Office and the
applicant or patentee for such application, patent,
or other proceeding (except for U.S. patent
documents), and whether applicant or patenteeis
aware of any correspondence between the Office
and the applicant or patenteefor such application,
patent, or other proceeding that is not among
applicant’s or patentee’s records.

(3) If applicant or patentee does not possess any
record of the correspondence between the Office and

the applicant or patentee for such application, patent,
or other proceeding, applicant or patentee must comply
with a notice under this section by providing a
statement that applicant or patentee does not possess
any record of the correspondence between the Office
and the applicant or patentee for such application,
patent, or other proceeding.

(b) With regard to a pending application, failure to
comply with one of paragraphs (a)(1), (8)(2), or (a)(3) of
this section within the time period set in the notice will
result in abandonment of the application.

[Added, 65 FR 69446, Nov. 17, 2000, effective Nov. 17, 2000]

8 [Removed]

1.265
[Added, 72 FR 46716, Aug. 21, 2007 (implementation enjoined
and never became effective); removed, 74 FR 52686, Oct. 14, 2009,

effective Oct. 14, 2009 (to remove changes made by the final rulesin
72 FR 46716 from the CFR)]

PROTESTSAND PUBLIC USE PROCEEDINGS

] Protests by the public against pending
1.291 applications.

(a) A protest may be filed by a member of the public
against apending application, and it will be matched with
the application file if it adequately identifies the patent
application. A protest submitted within the time frame of
paragraph (b) of this section, which is not matched in a
timely manner to permit review by the examiner during
prosecution, due to inadequate identification, may not be
entered and may be returned to the protestor where
practical, or, if return is not practical, discarded.

(b) The protest will be entered into the record of the
application if, in addition to complying with paragraph
(c) of this section, the protest has been served upon the
applicant in accordance with § 1.248, or filed with the
Office in duplicate in the event service is not possible;
and, except for paragraph (b)(1) of this section, the protest
was filed prior to the date the application was published
under § 1.211, or anotice of allowanceunder § 1.311 was
mailed, whichever occursfirst:

(1) If aprotest is accompanied by the written
consent of the applicant, the protest will be considered
if the protest is matched with the application intimeto
permit review during prosecution.

(2) A statement must accompany a protest that it
isthefirst protest submitted in the application by the
real party in interest who is submitting the protest; or
the protest must comply with paragraph (c)(5) of this
section. This section does not apply to thefirst protest
filed in an application.
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(c) In addition to compliance with paragraphs (&) and
(b) of this section, a protest must include:

(1) A listing of the patents, publication, or other
information relied upon;

(2) A concise explanation of the relevance of each
item listed pursuant to paragraph (c)(1) of thissection;

(3) A copy of each listed patent, publication, or
other item of information in written form, or at least
the pertinent portions thereof;

(4) An English language trandation of all the
necessary and pertinent parts of any non-English
language patent, publication, or other item of
information relied upon; and

(5) If it isasecond or subsequent protest by the
same party in interest, an explanation as to why the
issue(s) raised in the second or subsequent protest are
significantly different than those raised earlier and why
the significantly different issue(s) were not presented
earlier, and a processing fee under § 1.17(i) must be
submitted.

(d) A member of the public filing a protest in an
application under this section will not receive any
communication from the Office relating to the protest,
other than the return of a self-addressed postcard which
the member of the public may include with the protest in
order to receive an acknowledgement by the Office that
the protest has been received. The limited involvement
of the member of the public filing a protest pursuant to
this section ends with the filing of the protest, and no
further submission on behalf of the protestor will be
considered, unless the submission is made pursuant to
paragraph (c)(5) of this section.

(e) Where aprotest raising inequitabl e conduct i ssues
satisfies the provisions of this section for entry, it will be
entered into the application file, generally without
comment on the inequitable conduct issuesraised init.

(f) In the absence of arequest by the Office, an
applicant has no duty to, and need not, reply to a protest.

(g) Proteststhat fail to comply with paragraphs (b) or
(c) of this section may not be entered, and if not entered,
will be returned to the protestor, or discarded, at the option
of the Office.

[47 FR 21752, May 19, 1982, effective July 1, 1982; paras. (a)
and (c), 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; paras. (a)
and (b) revised, 61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996;
para. (c) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997,
para. (a)(1) revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29,
2000; revised, 69 FR 56481, Sept. 21, 2004, effective Nov. 22, 2004]

§ Public use proceedings.
1.292
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(a) When a petition for the institution of public use
proceedings, supported by affidavits or declarationsis
found, on reference to the examiner, to make aprimafacie
showing that the invention claimed in an application
believed to be on file had been in public use or on sale
more than one year before the filing of the application, a
hearing may be had before the Director to determine
whether a public use proceeding should be instituted. If
instituted, the Director may designate an appropriate
official to conduct the public use proceeding, including
the setting of times for taking testimony, which shall be
taken as provided by part 41, subpart D, of thistitle. The
petitioner will be heard in the proceedings but after
decision therein will not be heard further in the
prosecution of the application for patent.

(b) The petition and accompanying papers, or anotice
that such a petition has been filed, shall be entered in the
application fileif:

(1) The petition isaccompanied by the fee set forth
in 8 1.17(j);

(2) The petition is served on the applicant in
accordance with § 1.248, or filed with the Officein
duplicate in the event serviceis not possible; and

(3) The petition is submitted prior to the date the
application was published or the mailing of anotice of
allowance under § 1.311, whichever occursfirst.

(c) A petitionfor institution of public use proceedings
shall not be filed by a party to an interference asto an
application involved in the interference. Public use and
on saleissuesin an interference shall be raised by a
motion under § 41.121(a)(1) of thistitle.

[42 FR 5595, Jan. 28, 1977; para. (a), 47 FR 41279, Sept. 17,

1982; paras. (a) and (c), 49 FR 48416, Dec. 12, 1984, effective Feb. 12,
1985; paras. (a) and (b) revised, 61 FR 42790, Aug. 19, 1996, effective
Sept. 23, 1996; para. (b)(3) revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; para. (a) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; paras. (a) and (c) revised, 69 FR 49959, Aug.
12, 2004, effective Sept. 13, 2004]

8§ Statutory invention registration.

1.293

(8) An applicant for an original patent may request,
at any time during the pendency of applicant’s pending
complete application, that the specification and drawings
be published as a statutory invention registration. Any
such request must be signed by (1) the applicant and any
assignee of record or (2) an attorney or agent of record
in the application.

(b) Any request for publication of astatutory invention
registration must include the following parts:

(1) A waiver of the applicant’s right to receive a
patent on the invention claimed effective upon the date
of publication of the statutory invention registration;
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(2) Therequired fee for filing arequest for
publication of a statutory invention registration as
provided for in § 1.17(n) or (0);

(3) A statement that, in the opinion of the requester,
the application to which the request is directed meets
the requirements of 35 U.S.C. 112; and

(4) A statement that, in the opinion of the requester,
the application to which the request is directed complies
with the formal requirements of this part for printing
as a patent.

(c) A waiver filed with arequest for a statutory
invention registration will be effective, upon publication
of the statutory invention registration, to waive the
inventor’sright to receive a patent on the invention
claimed in the statutory invention registration, in any
application for an original patent which is pending on, or
filed after, the date of publication of the statutory
invention registration. A waiver filed with arequest for
astatutory invention registration will not affect therights
of any other inventor even if the subject matter of the
statutory invention registration and an application of
another inventor are commonly owned. A waiver filed
with arequest for a statutory invention registration will
not affect any rightsin a patent to the inventor which
issued prior to the date of publication of the statutory
invention registration unless areissue application isfiled
seeking to enlarge the scope of the claims of the patent.
See also § 1.104(c)(5).

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985; para.
(c) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]
§ Examination of request for publication of a
1.294 statutory invention registration and patent
application to which therequest isdirected.

(a) Any request for a statutory invention registration
will be examined to determine if the requirements of
§ 1.293 have been met. The application to which the
request is directed will be examined to determine (1) if
the subject matter of the application is appropriate for
publication, (2) if the requirements for publication are
met, and (3) if the requirements of 35 U.S.C. 112 and §
1.293 of this part are met.

(b) Applicant will be notified of the results of the
examination set forth in paragraph (@) of this section. If
the requirements of § 1.293 and this section are not met
by the request filed, the notification to applicant will set
aperiod of time within which to comply with the
requirements in order to avoid abandonment of the
application. If the application does not meet the
requirements of 35 U.S.C. 112, the notification to
applicant will include arejection under the appropriate
provisions of 35 U.S.C. 112. The periods for reply
established pursuant to this section are subject to the
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extension of time provisions of § 1.136. After reply by
the applicant, the application will again be considered for
publication of a statutory invention registration. If the
requirements of § 1.293 and this section are not timely
met, the refusal to publish will be made final. If the
requirements of 35 U.S.C. 112 are not met, the rejection
pursuant to 35 U.S.C. 112 will be made final.

(c) If the examination pursuant to this section results
in approval of the request for a statutory invention
registration the applicant will be notified of the intent to
publish a statutory invention registration.

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985; para.
(b) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ Review of decision finally refusing to publish
1.295 a statutory invention registration.

(a) Any requester who is dissatisfied with the final
refusal to publish a statutory invention registration for
reasons other than compliance with 35 U.S.C. 112 may
obtain review of the refusal to publish the statutory
invention registration by filing a petition to the Director
accompanied by the fee set forthin § 1.17(g) within one
month or such other time asis set in the decision refusing
publication. Any such petition should comply with the
requirements of § 1.181(b). The petition may include a
request that the petition fee be refunded if thefinal refusal
to publish a statutory invention registration for reasons
other than compliance with 35 U.S.C. 112 is determined
to result from an error by the Patent and Trademark
Office.

(b) Any requester who is dissatisfied with a decision
finally rejecting claims pursuant to 35 U.S.C. 112 may
obtain review of the decision by filing an appeal to the
Board of Patent Appeals and Interferences pursuant to §
41.31 of thistitle. If the decision rejecting claims pursuant
to 35 U.S.C. 112 isreversed, the request for a statutory
invention registration will be approved and the registration
published if al of the other provisions of § 1.293 and this
section are met.

[50 FR 9382, Mar. 7, 1985, effective May 8, 1985; para. (a)
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; para. (b)
revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004; para.
(a) revised, 69 FR 56481, Sept. 21, 2004, effective Nov. 22, 2004]

8§ Withdrawal of request for publication of
1.296 statutory invention registration.

A request for astatutory invention registration, which has
been filed, may be withdrawn prior to the date of the
notice of the intent to publish a statutory invention
registration issued pursuant to § 1.294(c) by filing a
request to withdraw the request for publication of a
statutory invention registration. The request to withdraw
may also include a request for a refund of any amount
paid in excess of the application filing fee and ahandling
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fee of $130.00 which will be retained. Any request to
withdraw the request for publication of a statutory
invention registration filed on or after the date of the
notice of intent to publish issued pursuant to § 1.294(c)
must bein the form of a petition accompanied by the fee
set forth in § 1.17(g).

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985; revised,
54 FR 6893, Feb. 15, 1989, effectiveApr. 17, 1989; 56 FR 65142, Dec.
13, 1991, effective Dec. 16, 1991; revised, 69 FR 56481, Sept. 21, 2004,
effective Nov. 22, 2004]
8 Publication of statutory invention registration.
1.297

(a) If the request for a statutory invention registration
is approved the statutory invention registration will be
published. The statutory invention registration will be
mailed to the requester at the correspondence address as
provided for in § 1.33(a). A notice of the publication of
each statutory invention registration will be published in
the Official Gazette.

(b) Each statutory invention registration published
will include a statement relating to the attributes of a
statutory invention registration. The statement will read
asfollows:

A statutory invention registration is not a patent.
It has the defensive attributes of a patent but does
not have the enforceabl e attributes of a patent. No
articleor advertisement or the like may usetheterm
patent, or any term suggestive of a patent, when
referring to a statutory invention registration. For
more specific information on the rights associated
with astatutory invention registration see 35 U.S.C.
157.

[50 FR 9382, Mar. 7, 1985, effective May 8, 1985; 50 FR 31826,
Aug. 6, 1985, effective Oct. 5, 1985]

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONSBY COURT

8 Appeal to U.S. Court of Appealsfor the Federal
1.301 Circuit.

Any applicant, or any owner of a patent involved in any
ex parte reexamination proceeding filed under § 1.510,
dissatisfied with the decision of the Board of Patent
Appedls and Interferences, and any party to an
interference dissatisfied with the decision of the Board
of Patent Appeals and Interferences, may appeal to the
U.S. Court of Appeals for the Federal Circuit. The
appellant must take the following stepsin such an appeal:
In the U. S. Patent and Trademark Office, file awritten
notice of appeal directed to the Director (88 1.302 and
1.304); and inthe Court, fileacopy of the notice of appeal
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and pay the fee for appeal as provided by the rules of the
Court. For appeals by patent owners and third party
requestersin inter partes reexamination proceedingsfiled
under § 1.913, § 1.983 is controlling.

[47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9383, Mar. 7,
1985, effective May 8, 1985; 54 FR 29552, July 13, 1989, effective
Aug. 20, 1989; revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
revised, 68 FR 70996, Dec. 22, 2003, effective Jan. 21, 2004]

8§ Notice of appeal.
1.302

(8) When an appeal istaken to the U.S. Court of
Appealsfor the Federal Circuit, the appellant shall give
notice thereof to the Director within the time specified in
§ 1.304.

(b) In interferences, the notice must be served as
provided in § 41.106(e) of thistitle.

(c) Inex parte reexamination proceedings, the notice
must be served as provided in § 1.550(f).

(d) Ininter partes reexamination proceedings, the
notice must be served as provided in § 1.903.

(e) Notices of appeal directed to the Director shall be
mailed to or served by hand on the General Counsel as
provided in § 104.2.

[24 FR 10332, Dec. 22, 1959; para. (a), 47 FR 47381, Oct. 26,

1982, effective Oct. 26, 1982; 49 FR 48416, Dec. 12, 1984, effective
Feb. 11, 1985; 50 FR 9383, Mar. 7, 1985, effective May 8, 1985; para.
(c) added, 53 FR 16414, May 8, 1988; paras. (a) & (c) revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; revised, 68 FR 70996,
Dec. 22, 2003, effective Jan. 21, 2004; para. (b) revised, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004; para. (b) revised, 69 FR 58260,
Sept. 30, 2004, effective Sept. 30, 2004]

3 Civil action under 35 U.S.C. 145, 146, 306.

1.303

(a) Any applicant, or any owner of a patent involved
in an ex parte reexamination proceeding filed before
November 29, 1999, dissatisfied with the decision of the
Board of Patent Appealsand Interferences, and any party
to an interference dissatisfied with the decision of the
Board of Patent Appeals and Interferences may, instead
of appealing to the U.S. Court of Appealsfor the Federal
Circuit (8 1.301), have remedy by civil action under 35
U.S.C. 145 or 146, as appropriate. Such civil action must
be commenced within the time specified in § 1.304.

(b) If an applicant in an ex parte case, or an owner
of apatent involved in an ex parte reexamination
proceeding filed before November 29, 1999, has taken
an appeal to the U.S. Court of Appealsfor the Federal
Circuit, he or she thereby waives his or her right to
proceed under 35 U.S.C. 145.
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(c) A notice of election under 35 U.S.C. 141 to have
all further proceedings on review conducted as provided
in 35 U.S.C. 146 must be filed with the Office of the
Solicitor and served as provided in § 41.106(e) of this
title.

(d) For an ex parte reexamination proceeding filed
on or after November 29, 1999, and for any inter partes
reexamination proceeding, no remedy by civil action
under 35 U.S.C. 145 isavailable.

[47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (c), 54 FR 29553,
July 13, 1989, effective Aug. 20, 1989; para. (a) revised, 65 FR 54604,
Sept. 8, 2000, effective Nov. 7, 2000; paras. (a) and (b) revised and
para. (d) added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001; para.
(c) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; paras.
(a), (b), & (d) revised, 68 FR 70996, Dec. 22, 2003, effective Jan. 21,
2004; para. (c) revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13,
2004; para. (c) revised, 69 FR 58260, Sept. 30, 2004, effective Sept.
30, 2004]

§ Timefor appeal or civil action.
1.304

@)

(2) The time for filing the notice of appeal to the
U.S. Court of Appealsfor the Federa Circuit (§ 1.302)
or for commencing acivil action (8 1.303) istwo
months from the date of the decision of the Board of
Patent Appeals and Interferences. If arequest for
rehearing or reconsideration of the decision isfiled
within the time period provided under § 41.52(a),
§41.79(a), or § 41.127(d) of thistitle, thetimefor filing
an appeal or commencing acivil action shall expire
two months after action on the request. In contested
cases before the Board of Patent Appeals and
Interferences, the time for filing a cross-appeal or
cross-action expires:

(i) Fourteen days after service of the notice of
appeal or the summons and complaint; or

(ii) Two months after the date of decision of
the Board of Patent Appeals and I nterferences,
whichever islater.

(2) Thetime periods set forth in this section are not
subject to the provisions of § 1.136, § 1.550 (c), or §
1.956, or of §41.4 of thistitle.

(3) The Director may extend the time for filing an
appeal or commencing acivil action:

(i) For good cause shown if requested in
writing before the expiration of the period for
filing an appeal or commencing acivil action, or

(i) Upon written request after the expiration
of the period for filing an appeal or commencing
acivil action upon a showing that the failure to
act was the result of excusable neglect.
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(b) The times specified in this section in days are
calendar days. The time specified herein in months are
calendar months except that one day shall be added to
any two-month period which includes February 28. If the
last day of the time specified for appeal or commencing
acivil action falls on a Saturday, Sunday or Federa
holiday in the District of Columbia, the time is extended
to the next day which is neither a Saturday, Sunday nor
a Federal holiday.

(c) If adefeated party to an interference has taken an
appeal tothe U.S. Court of Appealsfor the Federal Circuit
and an adverse party hasfiled noticeunder 35 U.S.C. 141
electing to have all further proceedings conducted under
35 U.S.C. 146 (8 1.303(c)), the time for filing a civil
action thereafter is specified in 35 U.S.C. 141. Thetime
for filing a cross-action expires 14 days after service of
the summons and complaint.

[41 FR 758, Jan. 5, 1976; para. () and (c), 47 FR 47382, Oct.
26, 1982; para. (a), 49 FR 556, Jan. 4, 1984, effective Apr. 1, 1984;
para. (a) 49 FR Dec. 12, 1984, effective Feb. 11, 1985; para. (a), 50 FR
9383, Mar. 7, 1985, effective May 8, 1985; 54 FR 29553, July 13, 1989,
effective Aug. 20, 1989; paras. (a) and (c) revised 58 FR 54494, Oct.
22, 1993, effective Nov. 22, 1993; para. (8)(1) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; paras. (8)(1) and (8)(2) revised,
65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001; para. (a)(3) revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003; para. (8)(1) revised,
68 FR 70996, Dec. 22, 2003, effective Jan. 21, 2004; paras. (a)(1) and
(8)(2) revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004]

ALLOWANCE AND ISSUE OF PATENT

8 Notice of Allowance.
1.311

(a) If, on examination, it appears that the applicant is
entitled to a patent under the law, a notice of alowance
will be sent to the applicant at the correspondence address
indicated in § 1.33. The notice of allowance shall specify
asum constituting the issue fee which must be paid within
three months from the date of mailing of the notice of
allowance to avoid abandonment of the application. The
sum specified in the notice of allowance may aso include
the publication fee, in which case the issue fee and
publication fee (8 1.211(e)) must both be paid within three
months from the date of mailing of the notice of allowance
to avoid abandonment of the application. Thisthree-month
period is not extendable.

(b) An authorization to charge the issue fee or other
post-allowance fees set forth in § 1.18 to adeposit account
may befiled in an individual application only after
mailing of the notice of allowance. The submission of
either of the following after the mailing of a notice of
allowance will operate as a request to charge the correct
issuefeeor any publication fee dueto any deposit account
identified in a previously filed authorization to charge
such fees:
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(1) Anincorrect issue fee or publication fee; or

(2) A fee transmittal form (or letter) for payment
of issue fee or publication fee.
[47 FR 41279, Sept. 17, 1982, effective Oct. 1, 1982; para. (b)
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; revised,
65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; para. (a) revised,

66 FR 67087, Dec. 28, 2001, effective Dec. 28, 2001; para. (b) revised,
69 FR 56481, Sept. 21, 2004, effective Sept. 21, 2004]

§ Amendments after allowance.
1.312

No amendment may be made as a matter of right in an
application after the mailing of the notice of allowance.
Any amendment filed pursuant to this section must be
filed before or with the payment of theissue fee, and may
be entered on the recommendation of the primary
examiner, approved by the Director, without withdrawing
the application from issue.

[Para. (b) revised, 58 FR 54504, Oct. 22, 1993, effective Jan.

3, 1994; para. (b) revised, 60 FR 20195, Apr. 25, 1995, effective June
8, 1995; para. (b) revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997; revised, 65 FR 14865, Mar. 20, 2000, effective May 29, 2000
(adopted asfinal, 65 FR 50092, Aug. 16, 2000); revised, 68 FR 14332,
Mar. 25, 2003, effective May 1, 2003]

8 Withdrawal from issue.

1313

(a) Applications may be withdrawn from issue for
further action at the initiative of the Office or upon
petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file
a petition under this section including the fee set forth in
§ 1.17(h) and a showing of good and sufficient reasons
why withdrawal of the application fromissueis necessary.
A petition under this section is not required if arequest
for continued examination under § 1.114 isfiled prior to
payment of the issue fee. If the Office withdraws the
application from issue, the Office will issue anew notice
of alowance if the Office again alows the application.

(b) Once the issue fee has been paid, the Office will
not withdraw the application from issue at its own
initiative for any reason except:

(1) A mistake on the part of the Office;

(2) A violation of § 1.56 or illegality in the
application;

(3) Unpatentability of one or more claims; or
(4) For interference.

(c) Once the issue fee has been paid, the application
will not be withdrawn from issue upon petition by the
applicant for any reason except:

(1) Unpatentability of one of more claims, which
petition must be accompanied by an unequivocal
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statement that one or more claims are unpatentable, an
amendment to such claim or claims, and an explanation
as to how the amendment causes such claim or claims
to be patentable;

(2) Consideration of arequest for continued
examination in compliance with 8§ 1.114; or

(3) Express abandonment of the application. Such
express abandonment may be in favor of acontinuing
application.

(d) A petition under this section will not be effective
towithdraw the application fromissue unlessit isactually
received and granted by the appropriate officials before
the date of issue. Withdrawal of an application fromissue
after payment of the issue fee may not be effective to
avoid publication of application information.

[47 FR 41280, Sept. 17, 1982, effective Oct. 1, 1982; para. (a),
54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989, effective Apr.
17, 1989; para. (b), 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992;
para. (a) revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
revised, 65 FR 14865, Mar. 20, 2000, effective May 29, 2000 (paras.
(b), (€)(2), (c)(3) and (d) adopted asfinal, 65 FR 50092, Aug. 16, 2000);
paras. (a) and ¢(2) revised, 65 FR 50092, Aug. 16, 2000, effective Aug.
16, 2000)]

8§ I ssuance of patent.
1314

If applicant timely paystheissuefee, the Office will issue
the patent in regular course unless the application is
withdrawn from issue (8 1.313) or the Office defers
issuance of the patent. To request that the Office defer
issuance of a patent, applicant must file a petition under
this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasonswhy it is necessary
to defer issuance of the patent.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982;
revised, 54 FR 6893, Feh. 15, 1989, effective Apr. 17, 1989; revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995; revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000]

§ Delivery of patent.
1.315

The patent will be delivered or mailed upon issuance to
the correspondence address of record. See § 1.33(a).

[Revised, 61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996]

] Application abandoned for failureto pay issue
1.316 fee.

If the issue fee is not paid within three months from the
date of the notice of allowance, the application will be
regarded as abandoned. Such an abandoned application
will not be considered as pending before the Patent and
Trademark Office.
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[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982; paras.
(b)-(d) amended, paras. (e) and (f) added, 58 FR 44277, Aug. 20, 1993,
effective Sept. 20, 1993; para. (d) revised, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995; revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]
8 L apsed patents; delayed payment of balance
1.317 of issuefee.

If the issue fee paid is the amount specified in the notice
of allowance, but a higher amount isrequired at the time
the issue fee is paid, any remaining balance of the issue
fee is to be paid within three months from the date of
notice thereof and, if not paid, the patent will lapse at the
termination of the three-month period.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982; paras.
(8)-(d) amended, paras. (€) & (f) added, 58 FR 44277, Aug. 20, 1993,
effective Sept. 20, 1993; para. (d) amended, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995; revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

8§ [Reserved]
1318

[43 FR 20465, May 11, 1978; removed and reserved, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

DISCLAIMER

§ Statutory disclaimers, including terminal
1.321 disclaimers.

(a) A patentee owning the whole or any sectional
interest in a patent may disclaim any complete claim or
claimsin apatent. In like manner any patentee may
disclaim or dedicate to the public the entire term, or any
terminal part of the term, of the patent granted. Such
disclaimer is binding upon the grantee and its successors
or assigns. A notice of the disclaimer is published in the

Official Gazette and attached to the printed copies of the
specification. Thedisclaimer, to be recorded in the Patent
and Trademark Office, must:

(1) Be signed by the patentee, or an attorney or
agent of record,;

(2) Identify the patent and complete claim or
claims, or term being disclaimed. A disclaimer which
isnot a disclaimer of acomplete claim or claims, or
term will be refused recordation;

(3) Statethe present extent of patentee’sownership
interest in the patent; and

(4) Beaccompanied by thefee set forthin 8 1.20(d).

(b) An applicant or assignee may disclaim or dedicate
to the public the entire term, or any terminal part of the
term, of a patent to be granted. Such terminal disclaimer
is binding upon the grantee and its successors or assigns.
The terminal disclaimer, to be recorded in the Patent and
Trademark Office, must:
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(1) Besigned:
(i) By the applicant, or

(i) If there is an assignee of record of an
undivided part interest, by the applicant and such
assignee, or

(i) If there is an assignee of record of the
entire interest, by such assignee, or

(iv) By an attorney or agent of record;

(2) Specify the portion of the term of the patent
being disclaimed;

(3) State the present extent of applicant’s or
assignee’s ownership interest in the patent to be
granted; and

(4) Beaccompanied by thefee set forthin § 1.20(d).

(c) A terminal disclaimer, when filed to obviate
judicially created double patenting in a patent application
or in areexamination proceeding except as provided for
in paragraph (d) of this section, must:

(1) Comply with the provisions of paragraphs (b)(2)
through (b)(4) of this section;

(2) Be signed in accordance with paragraph (b)(1)
of this section if filed in a patent application or in
accordance with paragraph (a)(1) of thissectioniif filed
in areexamination proceeding; and

(3) Include a provision that any patent granted on
that application or any patent subject to the
reexamination proceeding shall be enforceable only
for and during such period that said patent iscommonly
owned with the application or patent which formed the
basis for the judicially created double patenting.

(d) A terminal disclaimer, when filed in a patent
application or in a reexamination proceeding to obviate
double patenting based upon a patent or application that
is not commonly owned but was disqualified under 35
U.S.C. 103(c) asresulting from activities undertaken
within the scope of ajoint research agreement, must:

(1) Comply with the provisions of paragraphs (b)(2)
through (b)(4) of this section;

(2) Be signed in accordance with paragraph (b)(1)
of this section if filed in a patent application or be
signed in accordance with paragraph (8)(1) of this
section if filed in areexamination proceeding;

(3) Include a provision waiving the right to
separately enforce any patent granted on that
application or any patent subject to the reexamination
proceeding and the patent or any patent granted on the
application which formed the basis for the double
patenting, and that any patent granted on that
application or any patent subject to the reexamination
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proceeding shall be enforceable only for and during
such period that said patent and the patent, or any patent
granted on the application, which formed the basis for
the double patenting are not separately enforced.
[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; revised,
58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994; para. (c) revised,
61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996; para (d) added,

70 FR 1818, Jan. 11, 2005, effective Dec. 10, 2004; paras. (c) and (d)
revised, 70 FR 54259, Sept. 14, 2005, effective Sept. 14, 2005]

CORRECTION OF ERRORSIN PATENT

8 Certificate of correction of Office mistake.
1.322

@

(1) The Director may issue a certificate of
correction pursuant to 35 U.S.C. 254 to correct a
mistake in a patent, incurred through the fault of the
Office, which mistakeisclearly disclosed in therecords
of the Office:

(i) At the request of the patentee or the
patentee’ s assignee;

(i) Acting sua sponte for mistakes that the
Office discovers; or

(iii) Acting on information about a mistake
supplied by athird party.

)

(i) Thereis no obligation on the Office to act
on or respond to a submission of information or
request to issue a certificate of correction by a
third party under paragraph (a)(1)(iii) of this
section.

(ii) Papers submitted by athird party under
this section will not be made of record in thefile
that they relate to nor be retained by the Office.

(3) If the request relates to a patent involved in an
interference, the request must comply with the
reguirements of this section and be accompanied by a
motion under § 41.121(a)(2) or § 41.121(a)(3) of this
title.

(4) The Office will not issue a certificate of
correction under this section without first notifying the
patentee (including any assignee of record) at the
correspondence address of record as specified in §
1.33(a) and affording the patentee or an assignee an
opportunity to be heard.

(b) If the nature of the mistake on the part of the
Officeis such that a certificate of correction is deemed
inappropriate in form, the Director may issue a corrected
patent in lieu thereof as a more appropriate form for
certificate of correction, without expense to the patentee.
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[24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mar. 22, 1969; para.
(a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (a)
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; paras.
(8)(2) & (b) revised, 68 FR 14332, Mar. 25, 2003, effective May 1,
2003; para. (8)(3) revised, 69 FR 49959, Aug. 12, 2004, effective Sept.
13, 2004]
8 Certificateof correction of applicant’smistake.
1.323

The Office may issue a certificate of correction under the
conditions specified in 35 U.S.C. 255 at the request of
the patentee or the patentee’s assignee, upon payment of
the fee set forth in § 1.20(a). If the request relates to a
patent involved in an interference, the request must
comply with the requirements of this section and be
accompanied by a motion under 8§ 41.121(a)(2) or 8§
41.121(8)(3) of thistitle.

[34 FR 5550, Mar. 22, 1969; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; revised, 65 FR 54604, Sept. 8, 2000, effective
Nov. 7, 2000; revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13,
2004]

8§ Correction of inventor ship in patent, pur suant
1.324 t0 35 U.S.C. 256.

(a) Whenever through error a person is named in an
issued patent as theinventor, or through error an inventor
isnot named in an issued patent and such error arose
without any deceptive intention on his or her part, the
Director, pursuant to 35 U.S.C. 256, may, on application
of al the parties and assignees, or on order of a court
before which such matter is called in question, issue a
certificate naming only the actual inventor or inventors.
A petition to correct inventorship of a patent involved in
an interference must comply with the requirements of this
section and must be accompanied by a motion under §
41.121(a)(2) or 8 41.121(a)(3) of thistitle.

(b) Any request to correct inventorship of a patent
pursuant to paragraph (a) of this section must be
accompanied by:

(1) Where one or more persons are being added, a
statement from each person who is being added as an
inventor that the inventorship error occurred without
any deceptive intention on his or her part;

(2) A statement from the current named inventors
who have not submitted a statement under paragraph
(b)(1) of this section either agreeing to the change of
inventorship or stating that they have no disagreement
in regard to the requested change;

(3) A statement from all assignees of the parties
submitting a statement under paragraphs (b)(1) and
(b)(2) of this section agreeing to the change of
inventorship in the patent, which statement must
comply with the requirements of § 3.73(b) of this
chapter; and
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(4) Thefee set forth in 8 1.20(b).

(c) For correction of inventorship in an application,
see 88 1.48 and 1.497.

(d) In a contested case before the Board of Patent
Appealsand Interferences under part 41, subpart D, of
thistitle, arequest for correction of a patent must be
in the form of amotion under § 41.121(a)(2) or §
41.121(a)(3) of thistitle.

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR

2713, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48416, Dec. 12,
1984, 50 FR 23123, May 31, 1985, effective Feb. 11, 1985; revised, 62
FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; heading and para.
(b)(1) revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8, 2000; para.
(c) added, 65 FR 54604, Sept. 8, 2000, effective Sept. 8, 2000; para. (a)
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; paras. (a)
and (c) revised and para. (d) added, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004; para. (8) and para. (b) introductory text revised,
69 FR 56481, Sept. 21, 2004, effective Oct. 21, 2004; para. (8) revised,
70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004]

§ Other mistakes not corrected.

1.325

Mistakes other than those provided for in 88 1.322, 1.323,
1.324, and not affording legal grounds for reissue or for
reexamination, will not be corrected after the date of the
patent.

[48 FR 2714, Jan. 20, 1983, effective date Feb. 27, 1983]

ARBITRATION AWARDS

§ [Reserved]
1331
[24 FR 10332, Dec. 22, 1959; 43 FR 20465, May 11, 1978; 47
FR 41281, Sept. 17, 1982; deleted, 57 FR 29642, July 6, 1992, effective
Sept. 4, 1992]
8 [Reserved]
1.332
[47 FR 41281, Sept. 17, 1982; deleted, 57 FR 29642, July 6,
1992, effective Sept. 4, 1992]
§ [Reserved]
1.333

[Deleted, 57 FR 29642, July 6, 1992, effective Sept. 4, 1992]
§ [Reserved]
1334

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; para. (c),
54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989; deleted, 57 FR
29642, July 6, 1992, effective Sept. 4, 1992]
8 Filing of notice of arbitration awards.
1.335

(a) Written notice of any award by an arbitrator
pursuant to 35 U.S.C. 294 must befiled in the Patent and
Trademark Office by the patentee or the patentee’s

assignee or licensee. If the award involves more than one
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patent a separate notice must befiled for placement inthe
file of each patent. The notice must set forth the patent
number, the names of the inventor and patent owner, and
the names and addresses of the parties to the arbitration.
The notice must aso include a copy of the award.

(b) If an award by an arbitrator pursuant to 35 U.S.C.
294 ismodified by a court, the party requesting the
modification must filein the Patent and Trademark Office,
anotice of the modification for placement in the file of
each patent to which the modification applies. The notice
must set forth the patent number, the names of the
inventor and patent owner, and the names and addresses
of the parties to the arbitration. The notice must also
include a copy of the court’s order modifying the award.

(c) Any award by an arbitrator pursuant to 35 U.S.C.
294 shall be unenforceable until any notices required by
paragraph (a) or (b) of this section are filed in the Patent
and Trademark Office. If any required notice is not filed
by the party designated in paragraph (&) or (b) of this
section, any party to the arbitration proceeding may file
such anotice.

[48 FR 2718, Jan. 20, 1983, effective Feb. 8, 1983]

AMENDMENT OF RULES

§ Amendmentsto rules will be published.
1351

All amendments to the regulations in this part will
be published in the Official Gazette and in the Federal
Register.

8§ [Reserved]
1.352
[Para. (a) amended, 58 FR 54504, Oct. 22, 1993, effective Jan.

3, 1994; removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997

MAINTENANCE FEES

8§ Time for payment of maintenance fees.
1.362

(a) Maintenancefeesas set forth in §8 1.20(e) through
(g) arerequired to be paid in al patents based on
applications filed on or after December 12, 1980, except
as noted in paragraph (b) of this section, to maintain a
patent in force beyond 4, 8 and 12 years after the date of
grant.

(b) Maintenance fees are not required for any plant
patents or for any design patents. Maintenance fees are
not required for areissue patent if the patent being
reissued did not require maintenance fees.
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(c) The application filing dates for purposes of
payment of maintenance fees are asfollows:

(1) For an application not claiming benefit of an
earlier application, the actual United Statesfiling date
of the application.

(2) For an application claiming benefit of an earlier
foreign application under 35 U.S.C. 119, the United
States filing date of the application.

(3) For a continuing (continuation, division,
continuation-in-part) application claiming the benefit
of aprior patent application under 35 U.S.C. 120, the
actual United States filing date of the continuing
application.

(4) For areissue application, including acontinuing
reissue application claiming the benefit of areissue
application under 35 U.S.C. 120, the United States
filing date of the original non-reissue application on
which the patent reissued is based.

(5) For an international application which has
entered the United States as a Designated Office under
35 U.S.C. 371, the internationd filing date granted
under Article 11(1) of the Patent Cooperation Treaty
which is considered to be the United States filing date
under 35 U.S.C. 363.

(d) Maintenance fees may be paid in patents without
surcharge during the periods extending respectively from:

(1) 3yearsthrough 3 yearsand 6 months after grant
for the first maintenance fee,

(2) 7 yearsthrough 7 years and 6 months after grant
for the second maintenance fee, and

(3) 11 years through 11 years and 6 months after
grant for the third maintenance fee.

(e) Maintenance fees may be paid with the surcharge
set forth in § 1.20(h) during the respective grace periods
after:

(1) 3 years and 6 months and through the day of
the 4th anniversary of the grant for the first
maintenance fee.

(2) 7 years and 6 months and through the day of
the 8th anniversary of the grant for the second
maintenance fee, and

(3) 11 years and 6 months and through the day of
the 12th anniversary of the grant for the third
maintenance fee.

(f) If thelast day for paying amaintenance fee without
surcharge set forth in paragraph (d) of this section, or the
last day for paying a maintenance fee with surcharge set
forth in paragraph (€) of this section, falls on a Saturday,
Sunday, or afederal holiday within the District of
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Columbia, the maintenance fee and any necessary
surcharge may be paid under paragraph (d) or paragraph
(e) respectively on the next succeeding day which is not
a Saturday, Sunday, or Federal holiday.

(9) Unless the maintenance fee and any applicable
surcharge is paid within the time periods set forth in
paragraphs (d), (e) or (f) of this section, the patent will
expire as of the end of the grace period set forthin
paragraph (e) of this section. A patent which expires for
the failure to pay the maintenance fee will expire at the
end of the same date (anniversary date) the patent was
granted in the 4th, 8th, or 12th year after grant.

(h) The periods specified in 881.362(d) and (e) with
respect to a reissue application, including a continuing
reissue application thereof, are counted from the date of
grant of the original non-reissue application on which the
reissued patent is based.

[49 FR 34724, Aug. 31, 1984, added effective Nov. 1, 1984,
paras. (a) and (€), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
paras. (c)(4) and (e) revised and para. (h) added, 58 FR 54504, Oct. 22,
1993, effective Jan. 3, 1994]
8 Fee address for maintenance fee purposes.
1.363

(a) All notices, receipts, refunds, and other
communications relating to payment or refund of
maintenance fees will be directed to the correspondence
address used during prosecution of the application as
indicated in § 1.33(a) unless:

(1) A fee address for purposes of payment of
maintenance feesis set forth when submitting theissue
fee, or

(2) A change in the correspondence address for all
purposesis filed after payment of the issue fee, or

(3) A fee address or achange in the “fee address’
isfiled for purposes of receiving notices, receipts and
other correspondence relating to the payment of
maintenance fees after the payment of theissuefee, in
which instance, the latest such address will be used.

(b) An assignment of a patent application or patent
does not result in a change of the “correspondence
address’ or “fee address’ for maintenance fee purposes.

(c) A fee address must be an address associated with
a Customer Number.
[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984;
para. (c) added, 69 FR 29865, May 26, 2004, effective June 25, 2004]
8§ Submission of maintenance fees.
1.366

(8) The patentee may pay maintenance fees and any
necessary surcharges, or any person or organization may
pay maintenance fees and any necessary surcharges on
behalf of a patentee. Authorization by the patentee need
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not be filed in the Patent and Trademark Office to pay
mai ntenance fees and any necessary surcharges on behal f
of the patentee.

(b) A maintenance fee and any necessary surcharge
submitted for a patent must be submitted in the amount
due on the date the maintenance fee and any necessary
surcharge are paid. A maintenance fee or surcharge may
be paid in the manner set forthin § 1.23 or by an
authorization to charge a deposit account established
pursuant to § 1.25. Payment of amaintenance fee and any
necessary surcharge or the authorization to charge a
deposit account must be submitted within the periods set
forthin § 1.362(d), (e), or (f). Any payment or
authorization of maintenance fees and surchargesfiled at
any other time will not be accepted and will not serve as
a payment of the maintenance fee except insofar as a
delayed payment of the maintenance feeis accepted by
the Director in an expired patent pursuant to a petition
filed under § 1.378. Any authorization to charge adeposit
account must authorize the immediate charging of the
maintenance fee and any necessary surcharge to the
deposit account. Payment of lessthan the required amount,
payment in amanner other than that set forth § 1.23, or
inthefiling of an authorization to charge adeposit account
having insufficient funds will not constitute payment of
amaintenance fee or surcharge on a patent. The
procedures set forthin § 1.8 or 8 1.10 may be utilized in
paying maintenance fees and any necessary surcharges.

(c) In submitting maintenance fees and any necessary
surcharges, identification of the patents for which
maintenance fees are being paid must include the patent
number, and the application number of the United States
application for the patent on which the maintenance fee
isbeing paid. If the payment includes identification of
only the patent number (i.e., does not identify the
application number of the United States application for
the patent on which the maintenance fee is being paid),
the Office may apply the payment to the patent identified
by patent number in the payment or may return the
payment.

(d) Payment of maintenance fees and any surcharges
should identify the fee being paid for each patent as to
whether itisthe31/2-, 7 1/2-, or 11 1/2-year fee, whether
small entity statusis being changed or claimed, the
amount of the maintenance fee and any surcharge being
paid, and any assigned customer number. If the
maintenance fee and any necessary surchargeis being
paid on areissue patent, the payment must identify the
reissue patent by reissue patent number and reissue
application number as required by paragraph (c) of this
section and should also include the original patent number.

(e) Maintenance fee payments and surcharge payments

relating thereto must be submitted separate from any other
payments for fees or charges, whether submitted in the
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manner set forthin § 1.23 or by an authorization to charge
adeposit account. If maintenance fee and surcharge
paymentsfor more than one patent are submitted together,
they should be submitted on as few sheets as possible
with the patent numberslisted in increasing patent number
order. If the payment submitted is insufficient to cover
the maintenance fees and surcharges for al the listed
patents, the payment will be applied in the order the
patents are listed, beginning at the top of the listing.

(f) Notification of any change in status resulting in
loss of entitlement to small entity status must be filed in
apatent prior to paying, or at the time of paying, the
earliest maintenance fee due after the date on which status
asasmall entity isno longer appropriate. See § 1.27(g).

(g) Maintenance fees and surcharges relating thereto
will not be refunded except in accordance with 881.26
and 1.28(a).

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984,

para. (b) amended, 58 FR 54494, Oct. 22, 1993, effective Nov. 22, 1993;
paras. (b) - (d) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; para. (c) revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8,
2000; para. (f) revised, 65 FR 78958, Dec. 18, 2000; para. (b) revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003

] Review of decision refusing to accept and

1.377 record payment of a maintenance feefiled

prior to expiration of patent.

(a) Any patentee who is dissatisfied with the refusal
of the Patent and Trademark Office to accept and record
amaintenance fee which wasfiled prior to the expiration
of the patent may petition the Director to accept and
record the maintenance fee.

(b) Any petition under this section must befiled within
two months of the action complained of, or within such
other time as may be set in the action complained of, and
must be accompanied by the fee set forthin § 1.17(g).
The petition may include arequest that the petition fee
be refunded if the refusal to accept and record the
maintenance fee is determined to result from an error by
the Patent and Trademark Office.

(c) Any petition filed under this section must comply
with the requirements of § 1.181(b) and must be signed
by an attorney or agent registered to practice before the
Patent and Trademark Office, or by the patentee, the
assignee, or other party in interest.

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984;
para. () revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997,

para. (8) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
para. (b) revised, 69 FR 56481, Sept. 21, 2004, effective Nov. 22, 2004]

8§ Acceptance of delayed payment of maintenance
1.378 feein expired patent to reinstate patent.

(a) The Director may accept the payment of any
maintenance fee due on a patent after expiration of the
patent if, upon petition, the delay in payment of the
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maintenance fee is shown to the satisfaction of the
Director to have been unavoidable (paragraph (b) of this
section) or unintentional (paragraph (c) of this section)
and if the surcharge required by § 1.20(i) ispaid asa
condition of accepting payment of the maintenance fee.
If the Director accepts payment of the maintenance fee
upon petition, the patent shall be considered as not having
expired, but will be subject to the conditions set forth in
35 U.S.C. 41(c)(2).

(b) Any petition to accept an unavoidably delayed
payment of a maintenance fee filed under paragraph (a)
of this section must include:

(1) Therequired maintenancefee set forthin §1.20
(e) through (g);

(2) The surcharge set forth in § 1.20(i)(1); and

(3) A showing that the delay was unavoidable since
reasonable care was taken to ensure that the
maintenance fee would be paid timely and that the
petition was filed promptly after the patentee was
notified of, or otherwise became aware of, the
expiration of the patent. The showing must enumerate
the steps taken to ensure timely payment of the
maintenance fee, the date and the manner in which
patentee became aware of the expiration of the patent,
and the steps taken to file the petition promptly.

(c) Any petition to accept an unintentionally delayed
payment of a maintenance fee filed under paragraph (a)
of this section must be filed within twenty-four months
after the six-month grace period provided in § 1.362(€)
and must include:

(2) Therequired maintenance fee set forthin § 1.20
(e) through (g);

(2) The surcharge set forth in § 1.20(i)(2); and

(3) A statement that the delay in payment of the
maintenance fee was unintentional.

(d) Any petition under this section must be signed by
an attorney or agent registered to practice before the
Patent and Trademark Office, or by the patentee, the
assignee, or other party in interest.

(e) Reconsideration of adecision refusing to accept
amaintenance fee upon petition filed pursuant to
paragraph (@) of this section may be obtained by filing a
petition for reconsideration within two months of, or such
other time as set in the decision refusing to accept the
delayed payment of the maintenance fee. Any such
petition for reconsideration must be accompanied by the
petition fee set forth in § 1.17(f). After the decision on
the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.
If the delayed payment of the maintenance feeis not
accepted, the maintenance fee and the surcharge set forth
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in 8 1.20(i) will be refunded following the decision on
the petition for reconsideration, or after the expiration of
the time for filing such a petition for reconsideration, if
noneisfiled. Any petition fee under this section will not
be refunded unless the refusal to accept and record the
maintenance fee is determined to result from an error by
the Patent and Trademark Office.

[49 FR 34726, Aug. 31, 1984, added effective Nov. 1, 1984;
para. (a), 50 FR 9383, Mar.7, 1985, effective May 8, 1985; paras. (b)
and (c), 53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989; paras. (a)
- (¢) and (e), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
paras. (a) - () and (e), 58 FR 44277, Aug. 20, 1993, effective Sept. 20,
1993; para. (d) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; paras. (a) & (e) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003; para. (€) revised, 69 FR 56536, Sept. 21, 2004, effective
Nov. 22, 2004]

Subpart C — International Processing Provisions

GENERAL INFORMATION

8§ Definitions of termsunder the Patent
1.401 Cooperation Treaty.

(a) The abbreviation PCT and theterm Treaty mean
the Patent Cooperation Treaty.

(b) International Bureau meansthe World Intellectual
Property Organization located in Geneva, Switzerland.

(c) Administrative Instructions means that body of
instructions for operating under the Patent Cooperation
Treaty referred to in PCT Rule 89.

(d) Request, when capitalized, meansthat el ement of
the international application described in PCT Rules 3
and 4.

(e) International application, asused in this
subchapter is defined in § 1.9(b).

(f) Priority date for the purpose of computing time
limits under the Patent Cooperation Treaty is defined in
PCT Art. 2(xi). Note also § 1.465.

(9) Demand, when capitalized, means that document
filed with the International Preliminary Examining
Authority which requests an international preliminary
examination.

(h) Annexes means amendments made to the claims,
description or the drawings before the International
Preliminary Examining Authority.

(i) Other terms and expressions in this subpart C not
defined in this section are to be taken in the sense
indicated in PCT Art. 2 and 35 U.S.C. 351.

[43 FR 20466, May 11, 1978; 52 FR 20047, May 28, 1987]

8§ The United States Receiving Office.
1412
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(8) The United States Patent and Trademark Officeis
a Receiving Office only for applicants who are residents
or nationals of the United States of America

(b) The Patent and Trademark Office, when acting as
a Receiving Office, will be identified by the full title
“United States Receiving Office” or by the abbreviation
“RO/US”

(c) The major functions of the Receiving Office
include:

(1) According of international filing dates to
international applications meeting the requirements of
PCT Art. 11(1) and PCT Rule 20;

(2) Assuring that international applications meet
the standardsfor format and content of PCT Art. 14(1),

Rules 3 through 11;

(3) Collecting and, when required, transmitting fees
due for processing international applications (PCT
Rule 14, 15, 16);

(4) Transmitting the record and search copies to
the International Bureau and International Searching
Authority, respectively (PCT Rules 22 and 23); and

(5) Determining compliance with applicable
requirements of part 5 of this chapter.

(6) Reviewing and, unless prescriptions concerning
national security prevent the application from being so
transmitted (PCT Rule 19.4), transmitting the
international application to the International Bureau
for processing in its capacity as a Receiving Office:

(i) Where the United States Receiving Office
isnot the competent Receiving Office under PCT
Rule 19.1 or 19.2 and § 1.421(a); or

(ii) Where the international application is not
in English but isin alanguage accepted under
PCT Rule12.1(a) by the International Bureau as
a Receiving Office; or

(iii) Where there is agreement and
authorization in accordance with PCT Rule
19.4(a)(iii).

[Para. (c)(6) adlded, 60 FR 21438, May 2, 1995, effective June
1, 1995; para. (c)(6) revised, 63 FR 29614, June 1, 1998, effective July
1, 1998 (adopted asfinal, 63 FR 66040, Dec. 1, 1998)]
8 The United States I nternational Searching
1.413 Authority.

(a) Pursuant to appointment by the Assembly, the
United States Patent and Trademark Office will act asan
International Searching Authority for international
applications filed in the United States Receiving Office
and in other Receiving Offices as may be agreed upon by
the Director, in accordance with the agreement between
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the Patent and Trademark Office and the International
Bureau (PCT Art. 16(3)(b)).

(b) The Patent and Trademark Office, when acting as
an International Searching Authority, will be identified
by the full title “United States International Searching
Authority” or by the abbreviation “1SA/US.”

(c) Themajor functions of the International Searching
Authority include:

(1) Approving or establishing thetitle and abstract;
(2) Considering the matter of unity of invention;

(3) Conducting international and international-type
searches and preparing international and
international-type search reports (PCT Art. 15, 17 and
18, and PCT Rules 25, 33 to 45 and 47), and issuing
declarations that no international search report will be
established (PCT Article 17(2)(a));

(4) Preparing written opinions of the International
Searching Authority in accordance with PCT Rule
43 bis (when necessary); and

(5) Transmitting the international search report and
the written opinion of the International Searching
Authority to the applicant and the International Bureau.

[Para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective May

1, 2003; paras. (a) & (c) revised, 68 FR 58991, Oct. 20, 2003, effective
Jan. 1, 2004]
8§ The United States Patent and Trademark
1.414 OfficeasaDesignated Officeor Elected Office.

(a) The United States Patent and Trademark Office
will act as a Designated Office or Elected Office for
international applicationsin which the United States of
Americahas been designated or el ected asa Statein which
patent protection is desired.

(b) The United States Patent and Trademark Office,
when acting as a Designated Office or Elected Office
during international processing will be identified by the
full title “United States Designated Office” or by the
abbreviation “DO/US’ or by the full title “United States
Elected Office” or by the abbreviation “EO/US.”

(c) The mgjor functions of the United States
Designated Office or Elected Office in respect to
international applications in which the United States of
America has been designated or elected, include:

(1) Receiving various notifications throughout the
international stage and

(2) Accepting for national stage examination
international applications which satisfy the
requirements of 35 U.S.C. 371.

[52 FR 20047, May 28, 1987, effective July 1, 1987]
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8 Thelnternational Bureau.
1.415

(@) The International Bureau isthe World Intellectual
Property Organization located at Geneva, Switzerland. It
istheinternational intergovernmental organizationwhich
acts as the coordinating body under the Treaty and the
Regulations (PCT Art. 2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the International Bureau
include:

(2) Publishing of international applicationsand the
International Gazette;

(2) Transmitting copies of international applications
to Designated Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities pertinent
to the processing of specific international applications.

8 The United States I nternational Preliminary
1.416 Examining Authority.

(a) Pursuant to appointment by the Assembly, the
United States Patent and Trademark Office will act asan
International Preliminary Examining Authority for
international applications filed in the United States
Receiving Office and in other Receiving Offices as may
be agreed upon by the Director, in accordance with
agreement between the Patent and Trademark Office and
the International Bureau.

(b) The United States Patent and Trademark Office,
when acting as an International Preliminary Examining
Authority, will beidentified by thefull title“ United States
International Preliminary Examining Authority” or by the
abbreviation “1PEA/US”

(c) The major functions of the International
Preliminary Examining Authority include:

(1) Receiving and checking for defectsin the
Demand;

(2) Forwarding Demands in accordance with PCT
Rule 59.3;

(3) Collecting the handling fee for the International
Bureau and the preliminary examination fee for the
United States International Preliminary Examining
Authority;

(4) Informing applicant of receipt of the Demand,;
(5) Considering the matter of unity of invention;

(6) Providing an international preliminary
examination report which is anon-binding opinion on
the questions of whether the claimed invention appears:
to be novel, to involve an inventive step (to be
nonobvious), and to be industrially applicable; and
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(7) Transmitting the international preliminary
examination report to applicant and the International
Bureau.

[Added 52 FR 20047, May 28, 1987; para. (c) revised, 63 FR

29614, June 1, 1998, effective July 1998 (adopted asfinal, 63 FR 66040,
Dec. 1, 1998); para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003]
8§ Submission of translation of international
1.417 publication.

The submission of an English language translation of the
publication of an international application pursuant to 35
U.S.C. 154(d)(4) must clearly identify the international
application to which it pertains (8 1.5(a)) and be clearly
identified as asubmission pursuant to 35 U.S.C. 154(d)(4).
Otherwise, the submission will betreated asafiling under
35 U.S.C. 111(a). Such submissions should be marked
“Mail Stop PCT.”

[Added 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000;
revised 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002; revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; revised, 68 FR 70996,
Dec. 22, 2003, effective Jan. 21, 2004]

8§ Display of currently valid control number
1.419 under the Paperwork Reduction Act.

() Pursuant to the Paperwork Reduction Act of 1995
(44 U.S.C. 3501 et seq.), the collection of information
in this subpart has been reviewed and approved by the
Office of Management and Budget under control number
0651-0021.

(b) Notwithstanding any other provision of law, no
person is required to respond to nor shall a person be
subject to apenalty for failure to comply with acollection
of information subject to the requirements of the
Paperwork Reduction Act unless that collection of
information displays a currently valid Office
of Management and Budget control number. This section
constitutesthe display required by 44 U.S.C. 3512(a) and
5 CFR 1320.5(b)(2)(i) for the collection of information
under Office of Management and Budget control number
0651-0021 (see 5 CFR 1320.5(b)(2)(ii)(D)).

[Added, 63 FR 29614, June 1, 1998, effective July 1, 1998
(adopted as final, 63 FR 66040, Dec. 1, 1998)]

WHO MAY FILE AN INTERNATIONAL
APPLICATION

8§ Applicant for international application.
1421

(8) Only residents or national s of the United States of
Americamay fileinternational applicationsinthe United
States Receiving Office. If an international application
does not include an applicant who isindicated as being a
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resident or national of the United States of America, and
at least one applicant:

(1) Has indicated a residence or nationality in a
PCT Contracting State, or

(2) Has no residence or nationality indicated,
applicant will be so notified and, if the international
application includes a fee amount equivalent to that
required by § 1.445(a)(4), theinternational application
will be forwarded for processing to the International
Bureau acting as a Receiving Office (see also §
1.412(c)(6)).

(b) Although the United States Receiving Office will
accept international applications filed by any resident or
national of the United States of Americafor international
processing, for the purposes of the designation of the
United States, an international application must be filed,
and will be accepted by the Patent and Trademark Office
for the national stage only if filed, by the inventor or as
provided in §8 1.422 or 1.423. Joint inventors must jointly
apply for an international application.

(c) For the purposes of designations other than the
United States, international applications may be filed by
the assignee or owner.

(d) A registered attorney or agent of the applicant may
sign the international application Request and file the
international application for the applicant. A separate
power of attorney from each applicant may be required.

(e) Any indication of different applicants for the
purpose of different Designated Offices must be shown
on the Request portion of the international application.

(f) Reguestsfor changesin the indications concerning
the applicant, agent, or common representative of an
international application shall be madein accordancewith
PCT Rule 92 bisand may be required to be signed by al
applicants.

(9) Requests for withdrawals of the international
application, designations, priority claims, the Demand,
or elections shall be made in accordance with PCT Rule
90 bis and must be signed by all applicants. A separate
power of attorney from the applicantswill berequired for
the purposes of any request for awithdrawal in accordance
with PCT Rule 90 biswhich is not signed by all
applicants. The submission of aseparate power of attorney
may be excused upon the request of another applicant
where one or more inventors cannot be found or reached
after diligent effort. Such arequest must be accompanied
by a statement explaining to the satisfaction of the
Director the lack of the signature concerned:

[Paras. (f) and (g), 53 FR 47810, Nov. 28, 1988, effective Jan.
1, 1989; para. (a) amended, 60 FR 21438, May 2, 1995, effective June
1, 1995; paras. (b)-(g) revised, 68 FR 58991, Oct. 20, 2003, effective

Jan. 1, 2004; para. (8)(2) revised, 68 FR 67805, Dec. 4, 2003, effective
Jan. 1, 2004]
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8 When theinventor isdead.
1.422

In case of the death of the inventor, the legal
representative (executor, administrator, etc.) of the
deceased inventor may file an international application
which designates the United States of America.

8§ When theinventor isinsane or legally
1.423 incapacitated.

In case an inventor is insane or otherwise legally
incapacitated, the lega representative (guardian,
conservator, etc.) of such inventor may file an
international application which designates the United
States of America

8§ [Reserved]
1.424

[Removed and reserved, 68 FR 58991, Oct. 20, 2003, effective
Jan. 1, 2004]

8§ [Reserved]
1.425

[Removed and reserved, 68 FR 58991, Oct. 20, 2003, effective
Jan. 1, 2004]

THE INTERNATIONAL APPLICATION

8§ International application requirements.
1.431

(a) Aninternational application shall contain, as
specified in the Treaty and the Regulations, a Request, a
description, one or more claims, an abstract, and one or
more drawings (where required). (PCT Art. 3(2) and
Section 207 of the Administrative Instructions.)

(b) An international filing date will be accorded by
the United States Receiving Office, at the time of receipt
of the international application, provided that:

(2) At least one applicant isa United States resident
or national and the papersfiled at the time of receipt
of theinternational application so indicate (35 U.S.C.
361(a), PCT Art. 11(2)(i)).

(2) The international applicationisin the English
language (35 U.S.C. 361(c), PCT Art. 11(2)(ii)).

(3) The international application contains at |east
the following elements (PCT Art. 11(1)(iii)):

() Anindication that it isintended as an
international application (PCT Rule 4.2);

(i) Thedesignation of at least one Contracting
State of the International Patent Cooperation
Union (8 1.432);

(iii) The name of the applicant, as prescribed
(note 88 1.421-1.423);
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(iv) A part which on the face of it appearsto
be a description; and

(v) A part which on the face of it appears to
beaclam.

(c) Payment of theinternational filing fee (PCT Rule
15.2) and the transmittal and search fees (§ 1.445) may
be made in full at the time the international application
papers required by paragraph (b) of this section are
deposited or within one month thereafter. The
international filing, transmittal, and search fee payableis
theinternational filing, transmittal, and search feein effect
on the receipt date of the international application.

(2) If theinternational filing, transmittal and search
fees are not paid within one month from the date of
receipt of the international application and prior to the
sending of a notice of deficiency which imposes alate
payment fee, applicant will be notified and given one
month within which to pay the deficient fees plus the
|ate payment fee. Subject to paragraph (c)(2) of this
section, the late payment fee will be equal to the greater
of:

(i) Fifty percent of the amount of the deficient
fees; or

(if) An amount equal to the transmittal fee.

(2) Thelate payment fee shall not exceed an amount
equal to fifty percent of the international filing fee not
taking into account any fee for each sheet of the
international application in excess of thirty sheets (PCT
Rule 16 bis).

(3) The one-month time limit set pursuant to
paragraph (c) of this section to pay deficient fees may
not be extended.

(d) If the payment needed to cover thetransmittal fee,
the international filing fee, the search fee, and the late
payment fee pursuant to paragraph (c) of this sectionis
not timely madein accordance with PCT Rule 16 bis.1(e),
the Receiving Office will declare the international
application withdrawn under PCT Article 14(3)(a).

[43 FR 20486, May 11, 1978; paras. (b), (c), (d) and (e), 50 FR
9383, Mar. 7, 1985, effective May 8, 1985; para. (d) amended, 52 FR
20047, May 28, 1987; paras. (b)(1), (b)(3)(ii), (c) and (d) amended,
para. (e) deleted, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993,
paras. (¢) and (d) revised, 63 FR 29614, June 1, 1998, effective July 1,
1998 (adopted asfinal, 63 FR 66040, Dec. 1, 1998); paras. (b)(3), (c)
& (d) revised, 68 FR 58991, Oct. 20, 2003, effective Jan. 1, 2004; para.
(©)(2) corrected, 68 FR 67805, Dec. 4, 2003]

8 Designation of Stateshy filing an international
1.432 application.

The filing of an international application request shall
congtitute:
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(a) The designation of all Contracting States that are
bound by the Treaty on the international filing date;

(b) Anindication that the international applicationis,
in respect of each designated State to which PCT Article
43 or 44 applies, for the grant of every kind of protection
whichisavailable by way of the designation of that State;
and.

(c) Anindication that the international applicationis,
in respect of each designated State to which PCT Article
45(1) applies, for the grant of aregional patent and also,
unless PCT Article 45(2) applies, a national patent.

[43 FR 20486, May 11, 1978; para. (b) amended 52 FR 20047,
May 28, 1987; paras. (a), (b) amended and para. (c) added, 58 FR 4335,
Jan. 14, 1993, effective May 1, 1993; paras. (b) and (c) revised, para.
(d) added, 63 FR 29614, June 1, 1998, effective July 1, 1998 (adopted

asfinal, 63 FR 66040, Dec. 1, 1998); revised, 68 FR 58991, Oct. 20,
2003, effective Jan. 1, 2004]

] Physical requirements of international
1.433 application.

(a) Theinternational application and each of the
documents that may be referred to in the check list of the
Request (PCT Rule 3.3(a)(ii)) shall befiled in one copy
only.

(b) All sheets of the international application must be
on A4 size paper (21.0 x 29.7 cm.).

(c) Other physical requirements for international
applications are set forthin PCT Rule 11 and sections
201-207 of the Administrative Instructions.

§ Therequest.
1434

(a) The request shall be made on a standardized form
(PCT Rules 3 and 4). Copies of printed Request forms
areavailablefrom the United States Patent and Trademark
Office. Lettersrequesting printed forms should be marked
“Mail Stop PCT.”

(b) The Check List portion of the Request form should
indicate each document accompanying the international
application on filing.

(c) All information, for example, addresses, names of
States and dates, shall be indicated in the Request as
required by PCT Rule4 and Administrative | nstructions
110 and 201.

(d) For the purposes of the designation of the United
States of America, an international application shall
include:

(1) The name of the inventor; and

(2) A reference to any prior-filed national
application or international application designating the
United States of America, if the benefit of the filing
date for the prior-filed application is to be claimed.
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(e) Aninternational application may also includein
the Request a declaration of the inventors as provided for
in PCT Rule 4.17(iv).

[Para. (a) amended, 58 FR 4335, Jan. 14, 1993, effective May

1, 1993; para. (d) revised, 66 FR 16004, Mar. 22, 2001, effective Mar.
1, 2001; para. (d)(2) revised, 66 FR 67087, Dec. 28, 2001, effective
Dec. 28, 2001; paras. (a) & (d)(2) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; para. (d) revised, para (€) added, 68 FR 58991,
Oct. 20, 2003, effective Jan. 1, 2004]

§ The description.

1.435

(a) The application must meet the requirements as to
the content and form of the description set forth in PCT
Rules5, 9, 10, and 11 and sections 204 and 208 of the
Administrative Instructions.

(b) Ininternationa applications designating the United
States the description must contain upon filing an
indication of the best mode contemplated by theinventor
for carrying out the claimed invention.

[Para. (a) revised, 63 FR 29614, June 1, 1998, effective July 1,
1998 (adopted as final, 63 FR 66040, Dec. 1, 1998)]
8 Theclaims.
1.436

The requirements as to the content and format of claims
are set forth in PCT Art. 6 and PCT Rules6, 9, 10 and
11 and shall be adhered to. The number of the claimsshall
be reasonable, considering the nature of the invention
claimed.

8 Thedrawings.
1.437

(a) Drawings are required when they are necessary
for the understanding of the invention (PCT Art. 7).

(b) The physical requirements for drawings are set
forth in PCT Rule 11 and shall be adhered to.

[Revised, 72 FR 51559, Sept. 10, 2007, effective Sept. 10, 2007)

8 The abstract.
1.438

(8) Requirements as to the content and form of the
abstract are set forthin PCT Rule 8, and shall be adhered
to.

(b) Lack of an abstract upon filing of an international
application will not affect the granting of afiling date.
However, failure to furnish an abstract within one month
from the date of the notification by the Receiving Office
will result in the international application being declared
withdrawn.

FEES
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8§ I nter national application filing, processingand
1.445 search fees.

(a) The following fees and charges for international
applications are established by law or by the Director
under the authority of 35 U.S.C. 376:

(1) A transmittal fee (see 35 U.S.C. 361(d) and
PCT Rule 14) consisting of:

(i)

A basic portion$240.00

(i) A non-electronic filing fee portion for any
international application designating the United
States of Americathat isfiled on or after
November 15, 2011, other than by the Office
electronic filing system, except for a plant
application:

By asmall entity (8§ 1.27(a))$200.00

By other than a small entity$400.00

2
A search fee (see 35 U.S.C. 361 (d) and PCT Rule
16) $2,080.00

(©)
A supplemental search fee when required, per
additional invention $2,080.00

(4) A fee equivalent to the transmittal feein
paragraph (a)(1) of this section for transmittal of an
international application to the International Bureau
for processing in its capacity as a Receiving Office
(PCT Rule 19.4).

(b) Theinternational filing fee shall be as prescribed
in PCT Rule 15.

[43 FR 20466, May 11, 1978; para. (8), 47 FR 41282, Sept. 17,
1982, effective Oct. 1, 1982; para. (a)(4) - (6), 50 FR 9384, Mar. 7,
1985, effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct.
5, 1985; para. (a) amended 52 FR 20047, May 28, 1987; paras. (8)(2)
and (3), 54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989,
effective Apr. 17, 1989; para. (a), 56 FR 65142, Dec. 13, 1991, effective
Dec. 27, 1991; para. (a), 57 FR 38190, Aug. 21, 1992, effective Oct. 1,
1992; para. (a)(4) added, 58 FR 4335, Jan. 14, 1993, effective May 1,
1993; paras. (a)(1)-(3), 59 FR 43736, Aug. 25, 1994, effective Oct. 1,
1994; para. (8)(5) added, 60 FR 21438, May 2, 1995, effective June 1,
1995; para. (a) amended, 60 FR 41018, Aug. 11, 1995, effective Oct.
1, 1995; para. (8) amended, 61 FR 39585, July 30, 1996, effective Oct.
1, 1996; para. (a8) amended, 62 FR 40450, July 29, 1997, effective Oct.
1, 1997; para. (8) revised, 63 FR 29614, June 1, 1998, effective July
1,1998 (adopted asfinal, 63 FR 66040, Dec. 1, 1998); para. (a) revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised, 68 FR
58991, Oct. 20, 2003, effective Jan. 1, 2004; para. (8)(2) revised, 70 FR
3880, Jan. 27, 2005, effective Dec. 8, 2004; paras. (8)(2) and (a)(3)
revised, 72 FR 51559, Sept. 10, 2007, effective Nov. 9, 2007; paras.
(8)(2) through (a)(3) revised, 73 FR 67754, Nov. 12, 2008, effective
Jan. 12, 2009; para. (a) introductory text and (a)(1) revised, 76 FR 70651,
Nov. 15, 2011, effective Nov. 15, 2011]

8§ Refund of international application filing and
1.446 processing fees.
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(8) Money paid for international application fees,
where paid by actual mistake or in excess, such asa
payment not required by law or treaty and itsregulations,
may be refunded. A mere change of purpose after the
payment of afee will not entitle a party to arefund of
such fee. The Office will not refund amounts of
twenty-five dollars or less unless arefund is specifically
requested and will not notify the payor of such amounts.
If the payor or party requesting arefund does not provide
the banking information necessary for making refunds by
electronic funds transfer, the Office may use the banking
information provided on the payment instrument to make
any refund by electronic funds transfer.

(b) Any request for refund under paragraph (a) of this
section must be filed within two years from the date the
fee was paid. If the Office charges a deposit account by
an amount other than an amount specifically indicated in
an authorization under § 1.25(b), any request for refund
based upon such charge must be filed within two years
from the date of the deposit account statement indicating
such charge and include a copy of that deposit account
statement. The time periods set forth in this paragraph are
not extendable.

(c) Refund of the supplemental search feeswill be
made if such refund is determined to be warranted by the
Director or the Director’s designee acting under PCT
Rule 40.2(c).

(d) Theinternational and search feeswill berefunded
if no international filing date is accorded or if the
application iswithdrawn before transmittal of the record
copy to the International Bureau (PCT Rules 15.6 and
16.2). The search fee will be refunded if the application
iswithdrawn before transmittal of the search copy to the
International Searching Authority. The transmittal fee
will not be refunded.

(e) The handling fee (& 1.482(b)) will be refunded
(PCT Rule57.6) only if:

(1) The Demand is withdrawn before the Demand
has been sent by the International Preliminary
Examining Authority to the International Bureau, or

(2) The Demand is considered not to have been
submitted (PCT Rule 54.4(a)).

[43 FR 20466, May 11, 1978; para. (b), 47 FR 41282, Sept. 17,
1982, effective Oct. 1, 1982; para.(b), 50 FR 9384, Mar. 7, 1985,
effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, effective Oct. 5,
1985; para. (d) amended and para. (€) added, 58 FR 4335, Jan. 14, 1993,
effective May 1, 1993; para (a) revised and para. (b) added, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (c) revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003]

PRIORITY

8 Thepriority claim and priority document in
1.451 an international application.
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(a) The claim for priority must, subject to paragraph
(d) of this section, be made on the Request (PCT Rule
4.10) in amanner complying with sections 110 and 115
of the Administrative Instructions.

(b) Whenever the priority of an earlier United States
national application or international application filed with
the United States Receiving Officeis claimed in an
international application, the applicant may request in a
letter of transmittal accompanying the international
application upon filing with the United States Receiving
Office or in aseparate letter filed in the United States
Receiving Office not later than 16 months after the
priority date, that the United States Patent and Trademark
Office prepare a certified copy of the prior application
for transmittal to the International Bureau (PCT Article
8 and PCT Rule 17). The feefor preparing a certified
copy isset forthin § 1.19(b)(1).

(c) If acertified copy of the priority document is not
submitted together with the international application on
filing, or, if the priority application wasfiled in the United
States and a request and appropriate payment for
preparation of such a certified copy do not accompany
the international application on filing or are not filed
within 16 months of the priority date, the certified copy
of the priority document must be furnished by the
applicant to the International Bureau or to the United
States Receiving Office within the time limit specified in
PCT Rule 17.1(a).

(d) The applicant may correct or add a priority clam
in accordance with PCT Rule 26 bis.1.

[43 FR 20466, May 11, 1978; 47 FR 40140, Sept. 10, 1982,
effective Oct. 1, 1982; para. (b), 47 FR 41282, Sept. 17, 1982, effective
Oct. 1, 1982; paras. (b) & (c), 50 FR 9384, Mar. 7, 1985, effective May
8, 1985; para. (b), 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989;
para. (a) amended, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993;
para. (a) revised, para. (d) added, 63 FR 29614, June 1, 1998, effective
July 1, 1998 (adopted asfinal, 63 FR 66040, Dec. 1, 1998); para. (b)
revised, 66 FR 16004, Mar. 22, 2001, effective Mar. 1, 2001]

8 Restoration of right of priority.
1452

(a) If theinternational application hasan international
filing date which islater than the expiration of the priority
period asdefined by PCT Rule 2.4 but within two months
from the expiration of the priority period, the right of
priority in the international application may be restored
upon request if the delay in filing the international
application within the priority period was unintentional.

(b) A request to restore the right of priority in an
international application under paragraph (a) of this
section must be filed not later than two months from the
expiration of the priority period and must include:

(1) A notice under PCT Rule 26 bis .1(a) adding
the priority claim, if the priority claim in respect of the
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earlier application is not contained in the international
application;

(2) Thefee set forthin § 1.17(t); and

(3) A statement that the delay in filing the
international application withinthe priority period was
unintentional. The Director may require additional
information wherethereisaquestion whether the delay
was unintentional.

(c) If the applicant makes arequest for early
publication under PCT Article 21(2)(b), any requirement
under paragraph (b) of thissection filed after thetechnical
preparations for international publication have been
completed by the International Bureau shall be considered
as not having been submitted in time.

(d) Restoration of aright of priority to a prior
application by the United States Receiving Office under
this section, or by any other Receiving Office under the
provisions of PCT Rule 26 bis .3, will not entitle
applicantsto aright of priority in any application which
has entered the national stage under 35 U.S.C. 371, or in
any application filed under 35 U.S.C. 111(a) which claims
benefit under 35 U.S.C. 120 and 365(c) to an international
application in which theright to priority has been restored.

[Added, 72 FR 51559 Sept. 10, 2007, effective Nov. 9, 2007]

REPRESENTATION

8 Representation in international applications.
1.455

(a) Applicants of international applications may be
represented by attorneys or agents registered to practice
before the United States Patent and Trademark Office or
by an applicant appointed as a common representative
(PCT Art. 49, Rules4.8 and 90 and § 11.9). If applicants
have not appointed an attorney or agent or one of the
applicants to represent them, and there is more than one
applicant, the applicant first named in the request and
who is entitled to file in the U.S. Receiving Office shall
be considered to be the common representative of all the
applicants. An attorney or agent having the right to
practice before a national office with which an
international applicationisfiled and for which the United
Statesis an International Searching Authority or
International Preliminary Examining Authority may be
appointed to represent the applicants in the international
application before that authority. An attorney or agent
may appoint an associ ate attorney or agent who shall also
then be of record (PCT Rule 90.1(d)). The appointment
of an attorney or agent, or of a common representative,
revokes any earlier appointment unless otherwise
indicated (PCT Rule 90.6(b) and (c)).
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(b) Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either in
the Request form, signed by applicant, in the Demand
form, signed by applicant, or in a separate power of
attorney submitted either to the United States Receiving
Office or to the International Bureau.

(c) Powers of attorney and revocations thereof should
be submitted to the United States Receiving Office until
the issuance of the international search report.

(d) The addressee for correspondence will be as
indicated in section 108 of the Administrative Instructions.
[43 FR 20466, May 11, 1978; 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985; para. (a) amended, 58 FR 4335, Jan. 14, 1993,
effective May 1, 1993; para. (b) revised, 68 FR 58991, Oct. 20, 2003,

effective Jan. 1, 2004; para. (a) revised, 69 FR 35427, June 24, 2004,
effective July 26, 2004]

TRANSMITTAL OF RECORD COPY

§ Proceduresfor transmittal of record copy to
1.461 the International Bureau.

(a) Transmittal of the record copy of theinternational
application to the International Bureau shall be made by
the United States Receiving Office or asprovided by PCT
Rule 19.4.

(b) [Reserved]

(c) No copy of an international application may be
transmitted to the International Bureau, aforeign
Designated Office, or other foreign authority by the
United States Receiving Office or the applicant, unless
the applicable requirements of part 5 of this chapter have
been satisfied.

[43 FR 20466, May 11, 1978; paras. (a) and (b), 50 FR 9384,
Mar. 7, 1985, effective May 8, 1985; para. (a) revised, 63 FR 29614,

June 1, 1998, effective July 1, 1998 (adopted asfinal, 63 FR 66040,
Dec. 1, 1998)]

TIMING

8§ Timing of application processing based on the
1.465 priority date.

(a) For the purpose of computing time limits under
the Treaty, the priority date shall be defined asin PCT
Art. 2(xi).

(b) When a claimed priority date is corrected under
PCT Rule 26 bis.1(a), or apriority claim is added under
PCT Rule 26 bis.1(a), withdrawn under PCT Rule
90 bis.3, or considered not to have been made under PCT
Rule 26 bis.2, the priority date for the purposes of
computing any non-expired time limits will be the filing
date of the earliest remaining priority claim under PCT
Article 8 of the international application, or if none, the
international filing date.
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(c) When corrections under PCT Art. 11(2), Art.
14(2) or PCT Rule20.2(8) (i) or (iii) aretimely submitted,
and the date of receipt of such correctionsfallslater than
one year from the claimed priority date or dates, the
Receiving Office shall proceed under PCT Rule 26 bis.2.

[Paras. (b) and (c) revised, 63 FR 29614, June 1, 1998, effective
July 1, 1998 (adopted as final, 63 FR 66040, Dec. 1, 1998); para. (b)
revised, 72 FR 51559, Sept. 10, 2007, effective Sept. 10, 2007]
§ Delaysin meeting timelimits.
1.468

Delays in meeting time limits during international
processing of international applications may only be
excused as provided in PCT Rule 82. For delays in
meeting timelimitsin anational application, see§1.137.

AMENDMENTS

8 Corrections and amendments during
1.471 international processing.

(a) Except as otherwise provided in this paragraph,
all corrections submitted to the United States Receiving
Office or United States International Searching Authority
must be in English, in the form of replacement sheetsin
compliancewith PCT Rules10and 11, and accompanied
by aletter that draws attention to the differences between
the replaced sheets and the replacement sheets.
Replacement sheets are not required for the deletion of
lines of text, the correction of simpletypographical errors,
and one addition or change of not more than five words
per sheet. These changes may be stated in aletter and, if
appropriate, the United States Receiving Office will make
the deletion or transfer the correction to the international
application, provided that such corrections do not
adversely affect the clarity and direct reproducibility of
the application (PCT Rule 26.4). Amendments that do
not comply with PCT Rules10 and 11.1 to 11.13 may
not be entered.

(b) Amendments of claims submitted to the
International Bureau shall be as prescribed by PCT Rule
46.

(c) Corrections or additions to the Request of any
declarations under PCT Rule 4.17 should be submitted
to the International Bureau as prescribed by PCT Rule
26 ter.

[Para. (a) revised, 63 FR 29614, June 1, 1998, effective July 1,
1998 (adopted asfinal, 63 FR 66040, Dec. 1, 1998); para. (c) added, 66
FR 16004, Mar. 22, 2001, effective Mar. 1, 2001]
8 Changesin person, name, or address of
1.472 applicantsand inventors.

All requests for a change in person, name or address of
applicantsand inventor should be sent to the United States
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Receiving Office until the time of issuance of the
international search report. Thereafter requests for such
changes should be submitted to the International Bureau.

[43 FR 20466, May 11, 1978; redesignated at 52 FR 20047,
May 28, 1987]

UNITY OF INVENTION

8§ Unity of invention before the I nternational

1.475 Searching Authority, the I nternational
Preliminary Examining Authority and during
the national stage.

(8 Aninternational and a national stage application
shall relate to one invention only or to a group of
inventions so linked asto form a single genera inventive
concept (“requirement of unity of invention”). Where a
group of inventionsis claimed in an application, the
reguirement of unity of invention shall be fulfilled only
when there is atechnical relationship among those
inventions involving one or more of the same or
corresponding special technical features. The expression
“special technical features’ shall mean those technical
features that define a contribution which each of the
claimed inventions, considered as a whole, makes over
the prior art.

(b) An international or a national stage application
containing claimsto different categories of invention will
be considered to have unity of invention if the claims are
drawn only to one of the following combinations of
categories:

(1) A product and a process specially adapted for
the manufacture of said product; or

(2) A product and process of use of said product;
or

(3) A product, a process specialy adapted for the
manufacture of the said product, and a use of the said
product; or

(4) A process and an apparatus or means
specifically designed for carrying out the said process;
or

(5) A product, a process specially adapted for the
manufacture of the said product, and an apparatus or
means specifically designed for carrying out the said
process.

(c) If an application contains claims to more or less
than one of the combinations of categories of invention
set forth in paragraph (b) of this section, unity of invention
might not be present.

(d) If multiple products, processes of manufacture or

uses are claimed, the first invention of the category first
mentioned in the claims of the application and the first
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recited invention of each of the other categories related
thereto will be considered as the main invention in the
claims, see PCT Article 17(3)(a) and § 1.476(c).

(e) The determination whether a group of inventions
isso linked asto form a single general inventive concept
shall be made without regard to whether the inventions
are claimed in separate claims or as aternatives within a
single claim.

[Added 52 FR 20047, May 28, 1987, effective July 1, 1987,

paras. (a) - (€) amended and para. (f) deleted, 58 FR 4335, Jan. 14, 1993,
effective May 1, 1993]

8§ Determination of unity of invention beforethe
1.476 International Searching Authority.

(a) Before establishing theinternational search report,
the International Searching Authority will determine
whether the international application complies with the
requirement of unity of invention as set forth in § 1.475.

(b) If the International Searching Authority considers
that the international application does not comply with
the requirement of unity of invention, it shall inform the
applicant accordingly and invite the payment of additional
fees (note § 1.445 and PCT Art. 17(3)(a) and PCT Rule
40). The applicant will be given atime period in
accordance with PCT Rule 40.3 to pay the additional
fees due.

(¢) In the case of non-compliance with unity of
invention and where no additional fees are paid, the
international search will be performed on the invention
first mentioned (“main invention”) in the claims.

(d) Lack of unity of invention may bedirectly evident
before considering the claimsin relation to any prior art,
or after taking the prior art into consideration, as where
a document discovered during the search shows the
invention claimed in ageneric or linking claim lacks
novelty or is clearly obvious, leaving two or more claims
joined thereby without a common inventive concept. In
such a case the International Searching Authority may
raise the objection of lack of unity of invention.

[43 FR 20466, May 11, 1978; redesignated and amended at 52

FR 20047, May 28, 1987; para. (a) amended, 58 FR 4335, Jan. 14, 1993,
effective May 1, 1993]

§ Protest to lack of unity of invention beforethe
1.477 International Searching Authority.

(a) If the applicant disagrees with the holding of lack
of unity of invention by the International Searching
Authority, additional fees may be paid under protest,
accompanied by arequest for refund and a statement
setting forth reasons for disagreement or why the required
additional fees are considered excessive, or both (PCT
Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be
examined by the Director or the Director’s designee. In
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the event that the applicant’s protest is determined to be
justified, the additional fees or a portion thereof will be
refunded.

(c) An applicant who desiresthat acopy of the protest
and the decision thereon accompany the international
search report when forwarded to the Designated Offices
may notify the International Searching Authority to that
effect any time prior to the issuance of the international
search report. Thereafter, such notification should be
directed to the International Bureau (PCT Rule 40.2(c)).

[43 FR 20466, May 11, 1978; redesignated and amended at 52

FR 20047, May 28, 1987; para. (b) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003]

INTERNATIONAL PRELIMINARY
EXAMINATION

8§ Demand for international preliminary
1.480 examination.

(8) Onthefiling of aproper Demand in an application
for which the United States International Preliminary
Examining Authority iscompetent and for which the fees
have been paid, the international application shall be the
subject of an international preliminary examination. The
preliminary examination fee (8§ 1.482(a)(1)) and the
handling fee (§ 1.482(b)) shall be due within the
applicable time limit set forth in PCT Rule 57.3.

(b) The Demand shall be made on astandardized form
(PCT Rule 53). Copies of the printed Demand forms are
available from the United States Patent and Trademark
Office. Letters requesting printed Demand forms should
be marked “Mail Stop PCT.”

(c) Withdrawal of a proper Demand prior to the start
of theinternational preliminary examination will entitle
applicant to arefund of the preliminary examination fee
minus the amount of the transmittal fee set forth in
§ 1.445(a)(1).

(d) Thefiling of aDemand shall congtitute the election
of al Contracting States which are designated and are
bound by Chapter Il of the Treaty on the international
filing date (PCT Rule 53.7).

(e) Any Demand filed after the expiration of the
applicable time limit set forth in PCT Rule 54 bis.1(a)
shall be considered asiif it had not been submitted (PCT
Rule 54 bis.1(b)).

[52 FR 20048, May 28, 1987; para. (d), 53 FR 47810, Nov. 28,
1988, effective Jan. 1, 1989; para. (b) amended, 58 FR 4335, Jan. 14,
1993, effective May 1, 1993; para. (a) revised, 63 FR 29614, June 1,
1998, effective July 1, 1998 (adopted as final, 63 FR 66040, Dec. 1,
1998); para. (c) removed and para. (d) redesignated as para. (), 67 FR
520, Jan. 4, 2002, effectiveApr. 1, 2002; para. (b) revised, 68 FR 14332,
Mar. 25, 2003, effective May 1, 2003; para. (a) revised, paras. (d) & (e)
added, 68 FR 58991, Oct. 20, 2003, effective Jan. 1, 2004]
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§ Payment of international preliminary
1.481 examination fees.

(8) The handling and preliminary examination fees
shall be paid within thetime period set in PCT Rule 57.3.
The handling fee or preliminary examination fee payable
isthehandling fee or preliminary examination feein effect
on the date of payment.

(2) If the handling and preliminary examination
feesare not paid within thetime period setin PCT Rule
57.3, applicant will be notified and given one month
within which to pay the deficient fees plus alate
payment fee equal to the greater of:

(i) Fifty percent of the amount of the deficient
fees, but not exceeding an amount equal to double
the handling fee; or

(it) An amount equal to the handling fee (PCT
Rule 58 his.2).

(2) The one-month time limit set in this paragraph
to pay deficient fees may not be extended.

(b) If the payment needed to cover the handling and
preliminary examination fees, pursuant to paragraph (a)
of this section, is not timely made in accordance with
PCT Rule 58 bis.1(d), the United States International
Preliminary Examination Authority will declare the
Demand to be considered asif it had not been submitted.

[63 FR 29614, June 1, 1998, effective July 1, 1998 (adopted as
final, 63 FR 66040, Dec. 1, 1998); para. (a) revised, 68 FR 58991, Oct.
20, 2003, effective Jan. 1, 2004]

8 International preliminary examination fees.
1.482

(a) Thefollowing fees and charges for international
preliminary examination are established by the Director
under the authority of 35 U.S.C. 376:

(1) Thefollowing preliminary examination feeis
due on filing the Demand:

(i)

If an international search fee as set forthin §
1.445(a)(2) has been paid on the international
application to the United States Patent and
Trademark Office as an International Searching
Authority$600.00

(i)

If the International Searching Authority for
theinternational application was an authority other
than the United States Patent and Trademark
Office$750.00

)
An additional preliminary examination fee when
required, per additional invention$600.00
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(b) The handling feeis due on filing the Demand and
shall be as prescribed in PCT Rule 57.
[52 FR 20048, May 28, 1987; para. (a), 54 FR 6893, Feb. 15,
1989, effective Apr. 17, 1989; para. (a), 56 FR 65142, Dec. 13, 1991,
effective Dec. 27, 1991, paras. (8)(1) and (8)(2)(ii), 57 FR 38190, Aug.
21, 1992, effective Oct. 1, 1992; paras. (8)(2)(i) and (b) amended, 58
FR 4335, Jan. 14, 1993, effective May 1, 1993; paras. (a)(1) and
(®(2)(ii), 59 FR 43736, Aug. 25, 1994, effective Oct. 1, 1994; paras.
@), @(1)(ii), & (@)(2)(ii) anended, 60 FR 41018, Aug. 11, 1995,
effective Oct. 1, 1995; paras. (a)(1)(i), (8)(1)(ii), and (a)(2)(ii) amended,
61 FR 39585, July 30, 1996, effective Oct. 1, 1996; paras. (a)(1)(i),
(@)(1)(ii), and (a)(2)(ii) amended, 62 FR 40450, July 29, 1997, effective
Oct. 1, 1997; para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003; revised, 68 FR 58991, Oct. 20, 2003, effective Jan. 1,
2004; para. (b) & (e)-(9) revised, paras. (h) & (i) added, 68 FR 58991,
Oct. 20, 2003, effective Jan. 1, 2004]
8§ Conduct of international preliminary
1.484 examination.

(a) Aninternational preliminary examination will be
conducted to formulate a non-binding opinion as to
whether the claimed invention has novelty, involves an
inventive step (is non-obvious) and isindustrialy
applicable.

(b) International preliminary examination will begin
in accordance with PCT Rule 69.1.

(c) No international preliminary examination will be
conducted on inventions not previously searched by an
International Searching Authority.

(d) The International Preliminary Examining
Authority will establish awritten opinion if any defect
exists or if the claimed invention lacks novelty, inventive
step or industrial applicability and will set a
non-extendabl e time limit in the written opinion for the
applicant to reply.

(e) The written opinion established by the
International Searching Authority under PCT Rule
43 bis.1 shall be considered to be awritten opinion of the
United States International Preliminary Examining
Authority for the purposes of paragraph (d) of this section.

(f) Thelnternational Preliminary Examining Authority
may establish further written opinions under paragraph
(d) of this section.

(9) If no written opinion under paragraph (d) of this
section isnecessary, or if no further written opinion under
paragraph (f) of this section isto be established, or after
any written opinion and the reply thereto or the expiration
of the time limit for reply to such written opinion, an
international preliminary examination report will be
established by the International Preliminary Examining
Authority. One copy will be submitted to the I nternational
Bureau and one copy will be submitted to the applicant.

(h) An applicant will be permitted a personal or
telephone interview with the examiner, which may be
reguested after the filing of a Demand, and must be
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conducted during the period between the establishment
of the written opinion and the establishment of the
international preliminary examination report. Additional
interviews may be conducted where the examiner
determinesthat such additional interviews may be helpful
to advancing the international preliminary examination
procedure. A summary of any such personal or telephone
interview must befiled by the applicant or, if not filed by
applicant be made of record in the file by the examiner.

(i) If the application whose priority is claimed in the
international application isin alanguage other than
English, the United States International Preliminary
Examining Authority may, where the validity of the
priority claimisrelevant for the formulation of the opinion
referred to in Article 33(1), invite the applicant to furnish
an English trandation of the priority document within
two months from the date of the invitation. If the
tranglation is not furnished within that time limit, the
international preliminary report may be established asiif
the priority had not been claimed.

[52 FR 20049, May 28, 1987; para. (b) amended, 58 FR 4335,

Jan. 14, 1993, effective May 1, 1993; paras. (d)-(f) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; para. (b) revised, 63 FR 29614,
June 1, 1998, effective July 1, 1998 (adopted as final, 63 FR 66040,
Dec. 1, 1998); para. (g) added, 66 FR 16004, Mar. 22, 2001, effective
Mar. 1, 2001; para. (b) & (€)-(g) revised, paras. (h) & (i) added, 68 FR
58991, Oct. 20, 2003, effective Jan. 1, 2004]

§ Amendmentsby applicant duringinternational

1.485 preliminary examination.

The applicant may make amendmentsat thetimeof filing
the Demand. The applicant may also make amendments
within the time limit set by the International Preliminary
Examining Authority for reply to any notification under
§ 1.484(b) or to any written opinion. Any such
amendments must be made in accordance with PCT Rule
66.8.

[Added 52 FR 20049, May 28, 1987; amended, 58 FR 4335,
Jan. 14, 1993, effective May 1, 1993; para. (a) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; para. () revised, 63 FR 29614,
June 1, 1998, effective July 1, 1998 (adopted as final, 63 FR 66040,
Dec. 1, 1998); amended, 74 FR 31372, July 1, 2009, effective July 1,
2009]

§ Determination of unity of invention beforethe
1.488 International Preliminary Examining
Authority.

(a) Before establishing any written opinion or the
international preliminary examination report, the
International Preliminary Examining Authority will
determine whether the international application complies
with the requirement of unity of invention as set forth in
§1.475.

(b) If the International Preliminary Examining
Authority considersthat theinternational application does
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not comply with the requirement of unity of invention, it
may:

(2) I'ssue awritten opinion and/or an international
preliminary examination report, in respect of theentire
international application and indicate that unity of
invention is lacking and specify the reasons therefor
without extending an invitation to restrict or pay
additional fees. No international preliminary
examination will be conducted on inventions not
previously searched by an International Searching
Authority.

(2) Invitethe applicant to restrict the claims or pay
additional fees, pointing out the categories of invention
found, within a set time limit which will not be
extended. No international preliminary examination
will be conducted on inventions not previoudly searched
by an International Searching Authority, or

(3) If applicant fails to restrict the claims or pay
additional fees within the time limit set for reply, the
International Preliminary Examining Authority will
issue awritten opinion and/or establish aninternational
preliminary examination report on the main invention
and shall indicate the relevant facts in the said report.
In case of any doubt asto which inventionisthe main
invention, the invention first mentioned in the claims
and previously searched by an International Searching
Authority shall be considered the main invention.

(c) Lack of unity of invention may be directly evident
before considering the claimsin relation to any prior art,
or after taking the prior art into consideration, as where
a document discovered during the search shows the
invention claimed in ageneric or linking claim lacks
novelty or isclearly obvious, leaving two or more claims
joined thereby without a common inventive concept. In
such acase the International Preliminary Examining
Authority may raise the objection of lack of unity of
invention.

[52 FR 20049, May 28, 1987; para. (a) amended, 58 FR 4335,
Jan. 14, 1993, effective May 1, 1993; para. (b)(3) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]
8§ Protest to lack of unity of invention beforethe
1.489 International Preliminary Examining
Authority.

(a) If the applicant disagrees with the holding of lack
of unity of invention by the International Preliminary
Examining Authority, additional fees may be paid under
protest, accompanied by a request for refund and a
statement setting forth reasons for disagreement or why
the required additional fees are considered excessive, or
both.

(b) Protest under paragraph (a) of this section will be
examined by the Director or the Director’s designee. In
the event that the applicant’s protest is determined to be
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justified, the additional fees or a portion thereof will be
refunded.

(c) An applicant who desiresthat acopy of the protest
and the decision thereon accompany the international
preliminary examination report when forwarded to the
Elected Offices, may notify the International Preliminary
Examining Authority to that effect any time prior to the
issuance of the international preliminary examination
report. Thereafter, such notification should be directed to
the International Bureau.

[Added 52 FR 20050, May 28, 1987, effective July 1, 1987;
para. (b) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

NATIONAL STAGE

8 National stage commencement and entry.
1491

(a) Subject to 35 U.S.C. 371(f), the national stage
shall commence with the expiration of the applicabletime
limit under PCT Article 22(1) or (2), or under PCT

Article 39(1)(a).

(b) Aninternational application enters the national
stage when the applicant hasfiled the documents and fees
required by 35 U.S.C. 371(c) within the period set in §
1.495.

[Added, 52 FR 20050, May 28, 1987; revised, 66 FR 45775,
Aug. 30, 2001; revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002]

8 National stage fees.
1.492

The following fees and charges are established for
international applications entering the national stage under
35 U.S.C. 371:

(8) The basic national fee for an international
application entering the national stage under 35 U.S.C.
371 if thebasic national feewas not paid before December
8, 2004:

By asmall entity (8 1.27(a))$165.00

By other than asmall entity$330.00

(b) Search feefor aninternational application entering
the national stage under 35 U.S.C. 371 if the basic
national fee was not paid before December 8, 2004:

(1) If aninternational preliminary examination
report on the international application prepared by the
United States International Preliminary Examining
Authority or awritten opinion on the international
application prepared by the United States I nternational
Searching Authority states that the criteria of novelty,
inventive step (non-obviousness), and industrial
applicability, as defined in PCT Article 33 (1) to (4)
have been satisfied for all of the claims presented in
the application entering the national stage:
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By asmall entity (8§ 1.27(a))$0.00
By other than a small entity$0.00

(2) If thesearch fee as set forthin § 1.445(a)(2) has
been paid on theinternational application to the United
States Patent and Trademark Office asan International
Searching Authority:

By asmall entity (§ 1.27(a))$50.00

By other than a small entity$100.00

(3) If aninternational search report on the
international application has been prepared by an
International SearchingAuthority other than the United
States International Searching Authority and is
provided, or has been previously communicated by the
International Bureau, to the Office:

By asmdll entity (§ 1.27(a))$215.00
By other than a small entity$430.00

(4) Inall situations not provided for in paragraphs
(b)(1), (b)(2), or (b)(3) of this section:
By a small entity (8 1.27(a))$270.00
By other than a small entity$540.00

(c) The examination fee for an international
application entering the national stage under 35 U.S.C.
371if thebasic national feewas not paid before December
8, 2004:

() If aninternational preliminary examination
report on the international application prepared by the
United States International Preliminary Examining
Authority or awritten opinion on the international
application prepared by the United States International
Searching Authority states that the criteria of novelty,
inventive step (non-obviousness), and industrial
applicability, as defined in PCT Article 33(1) to (4)
have been satisfied for al of the claims presented in
the application entering the nationa stage:

By asmall entity (8§ 1.27(a))$0.00
By other than a small entity$0.00

(2) In all situations not provided for in paragraph
(©)(2) of this section:
By asmall entity (8 1.27(a))$110.00
By other than asmall entity$220.00

(d) In addition to the basic national fee, for filing or
on later presentation at any other time of each claim in
independent form in excess of 3:

By asmall entity (§ 1.27(a))$110.00

By other than a small entity$220.00

(e) In addition to the basic national fee, for filing or
on later presentation at any other time of each claim
(whether dependent or independent) in excess of 20 (note
that §1.75(c) indicates how multiple dependent claims
are considered for fee calculation purposes):

By asmall entity (§ 1.27(a))$26.00

By other than a small entity$52.00
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(f) In addition to the basic national fee, if the
application contains, or isamended to contain, amultiple
dependent claim, per application:

By asmall entity (8 1.27(a))$195.00

By other than asmall entity$390.00

(g) If the excess claims fees required by paragraphs
(d) and (e) of this section and multiple dependent claim
fee required by paragraph (f) of this section are not paid
with the basic national fee or on later presentation of the
claims for which excess claims or multiple dependent
claim fees are due, the fees required by paragraphs (d),
(e), and (f) of this section must be paid or the claims
canceled by amendment prior to the expiration of thetime
period set for reply by the Office in any notice of fee
deficiency in order to avoid abandonment.

(h) Surcharge for filing any of the search fee, the
examination fee, or the oath or declaration after the date
of the commencement of the national stage (§ 1.491(a))
pursuant to § 1.495(c)

By asmall entity (§ 1.27(a))$65.00

By other than asmall entity$130.00

(i)

For filing an English trandation of an international
application or any annexesto aninternational preliminary
examination report later than thirty months after the
priority date (88 1.495(c) and (€))$130.00.

(i) Application size fee for any international
application for which the basic national fee was not paid
before December 8, 2004, the specification and drawings
of which exceed 100 sheets of paper, for each additional
50 sheets or fraction thereof:

By asmall entity (8 1.27(a))$135.00

By other than a small entity$270.00

[52 FR 20050, May 28, 1987, effective July 1, 1987; paras.
@) - (3), (b), (d)- (f), 54 FR 6893, Feb. 15, 1989, effective Apr. 17,
1989; para. (a)(5) added, 56 FR 65142, Dec. 13, 1991, effective Dec.
16, 1991; revised, 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
paras. (a)(1)-(a)(3), (8)(5) and (b)-(d), 57 FR 38190, Aug. 21, 1992,
effective Oct. 1, 1992; para. (€) amended, 58 FR 4335, Jan. 14, 1993,
effective May 1, 1993; paras. (a), (b) and (d), 59 FR 43736, Aug. 25,
1994, effective Oct. 1, 1994; paras. (a), (b), & (d) amended, 60 FR
41018, Aug. 11, 1995, effective, Oct. 1, 1995; paras. (a), (b), & (d)
amended, 61 FR 39585, July 30, 1996, effective Oct. 1, 1996; paras.
(@), (b), & (d) amended, 62 FR 40450, July 29, 1997, effective Oct. 1,
1997; para. (g) added, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; paras. (a)-(d) revised, 63 FR 67578, Dec. 8, 1998, effective Nov.
10, 1998; para. (a)(2) revised, 64 FR 67774, Dec. 3, 1999, effective
Dec. 29, 1999; paras. (a), (b) and (d) revised, 65 FR 49193, Aug. 11,
2000, effective Oct. 1, 2000; paras. (a)-(e) revised, 65 FR 78958, Dec.
18, 2000; paras. (a)(1)-(a)(3), (8)(5), (b) and (d) revised, 66 FR 39447,
July 31, 2001, effective Oct. 1, 2001; paras. (€) and (f) revised, 67 FR
520, Jan. 4, 2002, effective Apr. 1, 2002; paras. (a)(1) through (8)(3),
and (a)(5) revised, 67 FR 70847, Nov. 27, 2002, effective Jan. 1, 2003;
paras. (8)(1) through (a)(3), (8)(5), (b), and (d) revised, 68 FR 41532,
July 14, 2003, effective Oct. 1, 2003; paras. (a)(1) through (a)(3), (a)(5),
(b) and (d) revised, 69 F R 52604, Aug. 27, 2004, effective Oct. 1, 2004;
revised, 70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004; paras. (b)
and (c) revised, 70 FR 5053, Feb. 1, 2005, effective Feb. 1, 2005; paras.

R-123

(h) and (j) revised, 70 FR 30360, May 26, 2005, effective July 1, 2005;
paras. (b) and (c) revised, 70 FR 35375, June 20, 2005, effective July
1, 2005; paras. (a), (b)(2) through (b)(4), (c)(2), (d) through (f), and (j)
revised, 72 FR 46899, Aug. 22, 2007, effective Sept. 30, 2007; paras.
(b)(2) through (b)(4) corrected, 72 FR 55055, Sept. 28, 2007, effective
Sept. 30, 2007; paras. (8), (b)(3), (b)(4), (c)(2), (d) through (f) and (j)
revised, 73 FR 47534, Aug. 14, 2008, effective Oct. 2, 2008]

8§ [Reserved]

1.494

[Added 52 FR 20050, May 28, 1987; paras. (a) - (d) and (g)

amended and para. (h) deleted, 58 FR 4335, Jan. 14, 1993, effective
May 1, 1993; para. (c) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; para (c) revised, 63 FR 29614, June 1, 1998, effective,
July 1, 1998 (adopted asfinal, 63 FR 66040, Dec. 1, 1998); para (f)
revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 2000; para.
(€)(2) revised, 66 FR 16004, Mar. 22, 2001, effective Mar. 1, 2000;
para. (c)(2) corrected, 66 FR 28053, May 22, 2001, effective Mar. 22,
2001; removed and reserved, 67 FR 520, Jan. 4, 2002, effective Apr. 1,
2002]

§ Enteringthenational stagein the United States
1.495 of America.

(a) The applicant in an international application must
fulfill the requirements of 35 U.S.C. 371 within thetime
periods set forth in paragraphs (b) and (c) of this section
in order to prevent the abandonment of the international
application as to the United States of America. The
thirty-month time period set forth in paragraphs (b), (c),
(d), (e) and (h) of this section may not be extended.
International applications for which those requirements
aretimely fulfilled will enter the national stage and obtain
an examination as to the patentability of the invention in
the United States of America.

(b) To avoid abandonment of the application, the
applicant shall furnish to the United States Patent and
Trademark Office not later than the expiration of thirty
months from the priority date:

(2) A copy of theinternational application, unless
it has been previously communicated by the
International Bureau or unlessit was originally filed
in the United States Patent and Trademark Office; and

(2) The basic national fee (see § 1.492(a)).

(©
(1) If applicant complies with paragraph (b) of this
section before expiration of thirty months from the
priority date, the Office will notify the applicant if he
or she has omitted any of:

(i) A trandation of the international
application, asfiled, into the English language, if
it was originally filed in another language and if
any English language trandlation of the publication
of the international application previously
submitted under 35 U.S.C. 154(d) (§1.417) isnot
also atrandation of the international application
asfiled (35 U.S.C. _371(c)(2));
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(i) The oath or declaration of theinventor (35
U.S.C. 371(c)(4) and § 1.497), if adeclaration of
inventorship in compliance with § 1.497 has not
been previously submitted in the international
application under PCT Rule 4.17(iv) within the
time limits provided for in PCT Rule 26 ter.1;

(iii) The search fee set forth in § 1.492(b);

(iv) The examination fee set forthin §
1.492(c); and

(V) Any application size fee required by §
1.492());

(2) A notice under paragraph (c)(1) of this section
will set atime period within which applicant must
provide any omitted tranglation, oath or declaration of
the inventor, search fee set forth in § 1.492(b),
examination fee set forth in § 1.492(c), and any
application size fee required by § 1.492(j) in order to
avoid abandonment of the application.

(3) The payment of the processing fee set forth in
§ 1.492(i) isrequired for acceptance of an English
trangdlation later than the expiration of thirty months
after the priority date. The payment of the surcharge
set forthin § 1.492(h) isrequired for acceptance of any
of the search fee, the examination fee, or the oath or
declaration of the inventor after the date of the
commencement of the national stage (8 1.491(a)).

(4) A “Sequence Listing” need not be trandlated if
the “ Sequence Listing” complieswith PCT Rule
12.1(d) and the description complieswith PCT Rule
5.2(b).

(d) A copy of any amendments to the claims made
under PCT Article 19, and atrandation of those
amendmentsinto English, if they were made in another
language, must be furnished not later than the expiration
of thirty months from the priority date. Amendments
under PCT Article 19 which are not received by the
expiration of thirty months from the priority date will be
considered to be canceled.

(e) A trandation into English of any annexesto an
international preliminary examination report (if
applicable), if the annexeswere madein another language,
must be furnished not |ater than the expiration of thirty
monthsfrom the priority date. Trandations of the annexes
which are not received by the expiration of thirty months
from the priority date may be submitted within any period
set pursuant to paragraph (c) of this section accompanied
by the processing fee set forth in § 1.492(f). Annexes for
which trandations are not timely received will be
considered canceled.

(f) Verification of the trandlation of the international
application or any other document pertaining to an
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international application may be required whereit is
considered necessary, if the international application or
other document wasfiled in alanguage other than English.

(9) The documents and fees submitted under
paragraphs (b) and (c) of this section must be clearly
identified as a submission to enter the national stage under
35 U.S.C. 371. Otherwise, the submission will be
considered as being made under 35 U.S.C. 111(a).

(h) An international application becomes abandoned
asto the United States thirty months from the priority
dateif the requirements of paragraph (b) of this section
have not been complied with within thirty months from
the priority date. If the requirements of paragraph (b) of
this section are complied with within thirty months from
the priority date but either of any required tranglation of
the international application as filed or the oath or
declaration are not timely filed, an international
application will become abandoned asto the United States
upon expiration of the time period set pursuant to
paragraph (c) of this section.

[Added 52 FR 20051, May 28, 1987, effective July 1, 1987;
paras. (a) -(e) & (h) amended and para. (i) deleted, 58 FR 4335, Jan.
14, 1993, effective May 1, 1993; para. () revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; para (c) revised, 63 FR 29614, June
1, 1998, effective July 1, 1998 (adopted asfinal, 63 FR 66040, Dec. 1,
1998), para. (g) revised, 65 FR 57024, Sept. 20, 2000, effective Nov.
29, 2000; para. (c)(2) revised, 66 FR 16004, Mar. 22, 2001, effective
Mar. 1, 2001 para. (c)(2) corrected, 66 FR 28053, May 22, 2001,
effective Mar. 22, 2001; heading and paras. (a)-(€) and (h) revised, 67
FR 520, Jan. 4, 2002, effective Apr. 1, 2002; paras. (c) & (g) revised,
68 FR 70996, Dec. 22, 2003, effective Jan. 21, 2004; para. (C) revised,
70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004; paras. (c)(1)(i) and
(c)(3) revised, 70 FR 30360, May 26, 2005, effective July 1, 2005; para.
(9) revised, 72 FR 46716, Aug. 21, 2007 (implementation enjoined and
never became effective); para. (g) revised, 74 FR 52686, Oct. 14, 2009,
effective Oct. 14, 2009 (to remove changes made by the final rulesin
72 FR 46716 from the CFR)]

] Examination of international applicationsin
1.496 the national stage.

(a) International applications which have complied
with the requirements of 35 U.S.C. 371(c) will be taken
up for action based on the date on which such
requirements were met. However, unless an express
request for early processing has been filed under 35
U.S.C. 371(f), no action may betaken prior to one month
after entry into the national stage.

(b) National stage applications having paid therein
the search fee as set forth in § 1.492(b)(1) and the
examination fee as set forth in § 1.492(c)(1) may be
amended subsequent to the date of entry into the national
stage only to the extent necessary to eliminate objections
astoform or to cance rejected claims. Such national stage
applicationswill be advanced out of turn for examination.

[Added 52 FR 20051, May 28, 1987, effective July 1, 1987;
para. (b) revised, 70 FR 5053, Feb. 1, 2005, effective Feb. 1, 2005; para.
(b) revised, 70 FR 35375, June 20, 2005, effective July 1, 2005]
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§ Oath or declaration under 35U.S.C. 371(c)(4).
1.497

(a) When an applicant of an international application
desires to enter the national stage under 35 U.S.C. 371
pursuant to § 1.495, and adeclaration in compliance with
this section has not been previously submitted in the
international application under PCT Rule4.17(iv) within
the time limits provided for in PCT Rule 26 ter.1, he or
she must file an oath or declaration that:

(1) I's executed in accordance with either 88 1.66
or 1.68;

(2) Identifies the specification to which it is
directed;

(3) Identifies each inventor and the country of
citizenship of each inventor; and

(4) States that the person making the oath or
declaration believes the named inventor or inventors
to be the original and first inventor or inventors of the
subject matter which is claimed and for which a patent
is sought.

(b)
(1) The oath or declaration must be made by all of

the actual inventors except as provided for in §8 1.42,
1430r147.

(2) If the person making the oath or declaration or
any supplemental oath or declaration isnot theinventor
(88 1.42, 1.43, or § 1.47), the oath or declaration shall
state the relationship of the person to theinventor, and,
upon information and belief, the facts which the
inventor would have been required to state. If the
person signing the oath or declaration isthe legal
representative of a deceased inventor, the oath or
declaration shall also state that the person is alegal
representative and the citizenship, residence and
mailing address of the legal representative.

(c) Subject to paragraph (f) of this section, if the oath
or declaration meets the requirements of paragraphs (a)
and (b) of this section, the oath or declaration will be
accepted as complying with 35 U.S.C. 371(c)(4) and §
1.495(c). However, if the oath or declaration does not
also meet the requirements of § 1.63, asupplemental oath
or declaration in compliance with § 1.63 or an application
data sheet will be required in accordance with § 1.67.

(d) If the oath or declaration filed pursuant to 35
U.S.C. 371(c)(4) and this section names an inventive
entity different from the inventive entity set forth in the
international application, or if achangeto theinventive
entity has been effected under PCT Rule 92 bis
subsequent to the execution of any oath or declaration
which wasfiled in the application under PCT Rule
4.17(iv) or this section and the inventive entity thus
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changed is different from the inventive entity identified
in any such oath or declaration, applicant must submit:

(1) A statement from each person being added as
an inventor and from each person being deleted as an
inventor that any error in inventorship in the
international application occurred without deceptive
intention on his or her part;

(2) The processing fee set forth in 8 1.17(i); and

(3) If an assignment has been executed by any of
the original named inventors, the written consent of
the assignee (see § 3.73(b) of this chapter); and

(4) Any new oath or declaration required by
paragraph (f) of this section.

(e) The Office may require such other information as
may be deemed appropriate under the particular
circumstances surrounding the correction of inventorship.

(f) A new oath or declaration in accordance with this
section must befiled to satisfy 35 U.S.C. 371(c)(4) if the
declaration was filed under PCT Rule 4.17(iv), and:

(1) Therewas achangein the internationa filing
date pursuant to PCT Rule 20.5(c) after the declaration
was executed; or

(2) A changein the inventive entity was effected
under PCT Rule 92 bis after the declaration was
executed and no declaration which setsforth and is
executed by theinventive entity as so changed has been
filed in the application.

(g) If apriority claim has been corrected or added
pursuant to PCT Rule 26 bisduring theinternational stage
after the declaration of inventorship was executed in the
international application under PCT Rule 4.17(iv),
applicant will be required to submit either a new oath or
declaration or an application data sheet as set forthin §
1.76 correctly identifying the application upon which
priority is claimed.

[Added 52 FR 20052, May 28, 1987, effective July 1, 1987;
paras. (a) and (b) revised and para. (c) added, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; para. (b)(2) revised and paras. (d) and
(e) added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; paras.
(@), (c), and (d) revised and paras. (f) and (g) added, 66 FR 16004, Mar.
22, 2001, effective Mar. 1, 2001; para. (a)(1) corrected, 66 FR 28053,
May 22, 2001, effective Mar. 22, 2001; paras. (a), (c), (d), and (f)
revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 2002; para. (C)
corrected, 67 FR 6075, Feb. 8, 2002; para. (f)(1), revised 72 FR 51559,
Sept. 10, 2007, effective Sept. 10, 2007]

8§ Unity of invention during the national stage.
1.499

If the examiner finds that a national stage application
lacks unity of invention under § 1.475, the examiner may
in an Office action require the applicant in the response
to that action to elect the invention to which the claims
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shall berestricted. Such requirement may be made before
any action on the merits but may be made at any time
before the final action at the discretion of the examiner.
Review of any such requirement is provided under 8§
1.143 and 1.144.

[Added 52 FR 20052, May 28, 1987, effective July 1, 1987;
amended, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993]

Subpart D — Ex Parte Reexamination of Patents

CITATION OF PRIOR ART

§ Citation of prior art in patent files.
1.501

(a) At any time during the period of enforceability of
a patent, any person may cite, to the Office in writing,
prior art consisting of patents or printed publications
which that person states to be pertinent and applicableto
the patent and believes to have a bearing on the
patentability of any claim of the patent. If the citation is
made by the patent owner, the explanation of pertinency
and applicability may include an explanation of how the
claims differ from the prior art. Such citations shall be
entered in the patent file except as set forth in 88 1.502
and 1.902.

(b) If the person making the citation wishes hisor her
identity to be excluded from the patent file and kept
confidential, the citation papers must be submitted without
any identification of the person making the submission.

(c) Citation of patents or printed publications by the
publicin patent files should either: (1) Reflect that acopy
of the same has been mailed to the patent owner at the
addressas provided for in § 1.33(c); or inthe event service
isnot possible (2) Be filed with the Office in duplicate.

[46 FR 29185, May 29, 1981, effective July 1, 1981; para. (a)
revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ Processing of prior art citationsduring an ex
1.502 parte reexamination proceeding.

Citations by the patent owner under § 1.555 and by an ex
parte reexamination requester under either § 1.510 or §
1.535 will be entered in the reexamination file during a
reexamination proceeding. The entry in the patent file of
citations submitted after the date of an order to reexamine
pursuant to § 1.525 by persons other than the patent
owner, Or an ex parte reexamination requester under
either § 1.510 or § 1.535, will be delayed until the
reexamination proceeding has been concluded by the
issuance and publication of a reexamination certificate.
See § 1.902 for processing of prior art citationsin patent
and reexamination files during an inter partes
reexamination proceeding filed under § 1.913.
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[Added 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001,
revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007]

REQUEST FOR EX PARTE REEXAMINATION

8§ Request for ex parte reexamination.
1510

(8) Any person may, at any time during the period of
enforceability of a patent, file arequest for an ex parte
reexamination by the Office of any claim of the patent on
the basis of prior art patents or printed publications cited
under § 1.501. The request must be accompanied by the
fee for requesting reexamination set in § 1.20(c)(1).

(b) Any request for reexamination must include the
following parts:

(1) A statement pointing out each substantial new
guestion of patentability based on prior patents and
printed publications.

(2) An identification of every claim for which
reexamination is requested, and a detailed explanation
of the pertinency and manner of applying the cited prior
art to every claim for which reexamination is requested.
If appropriate the party requesting reexamination may
also point out how claims distinguish over cited prior
art.

(3) A copy of every patent or printed publication
relied upon or referred to in paragraph (b)(1) and (2)
of this section accompanied by an English language
tranglation of all the necessary and pertinent parts of
any non-English language patent or printed publication.

(4) A copy of the entire patent including the front
face, drawings, and specification/claims (in double
column format) for which reexamination is requested,
and a copy of any disclaimer, certificate of correction,
or reexamination certificate issued in the patent. All
copies must have each page plainly written on only one
side of a sheet of paper.

(5) A certification that a copy of the request filed
by a person other than the patent owner has been served
in its entirety on the patent owner at the address as
provided for in § 1.33(c). The name and address of the
party served must be indicated. If service was not
possible, a duplicate copy must be supplied to the
Office.

(c) If the request does not include the fee for
reguesting ex parte reexamination required by paragraph
(a) of this section and meet all the requirements by
paragraph (b) of this section, then the person identified
as requesting reexamination will be so notified and will
generally be given an opportunity to compl ete the request
within aspecified time. Failureto comply with the notice
will result inthe ex parte reexamination request not being
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granted afiling date, and will result in placement of the
request in the patent file as acitation if it complies with
the requirements of § 1.501.

(d) Thefiling date of the request for ex parte
reexamination is the date on which the request satisfies
all the requirements of this section.

(e) A request filed by the patent owner may include
a proposed amendment in accordance with § 1.530.

(f) If arequest isfiled by an attorney or agent
identifying another party on whose behalf the request is
being filed, the attorney or agent must have a power of
attorney from that party or be acting in arepresentative
capacity pursuant to § 1.34.

[46 FR 29185, May 29, 1981, effective July 1, 1981; para. (a),

47 FR 41282, Sept. 17, 1982, effective Oct. 1, 1982; para. () revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; paras. (b)(4) and
(e) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; heading
and para. (a) revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001,
paras. (c) and (d) revised, 71 FR 9260, Feb. 23, 2006, effective Mar.
27, 2006; paras. (c) and (d) revised, 71 FR 44219, Aug. 4, 2006, effective
Aug. 4, 2006; para. (f) revised, 72 FR 18892, Apr. 16, 2007, effective
May 16, 2007

8 Deter mination of the request for ex parte

1.515 reexamination.

(&) Within three months following the filing date of
arequest for an ex parte reexamination, an examiner will
consider the request and determine whether or not a
substantial new question of patentability affecting any
claim of the patent is raised by the request and the prior
art cited therein, with or without consideration of other
patents or printed publications. The examiner’'s
determination will be based on the claimsin effect at the
time of the determination, will become a part of the
official file of the patent, and will be mailed to the patent
owner at the address as provided for in § 1.33(c) and to
the person requesting reexamination.

(b) Where no substantial new question of patentability
has been found, arefund of a portion of the fee for
requesting ex parte reexamination will be made to the
requester in accordance with 8 1.26(c).

(c) Therequester may seek review by apetition to the
Director under 8§ 1.181 within one month of the mailing
date of the examiner’s determination refusing ex parte
reexamination. Any such petition must comply with §
1.181(b). If no petition istimely filed or if the decision
on petition affirms that no substantial new question of
patentability has been raised, the determination shall be
final and nonappealable.

[46 FR 29185, May 29, 1981, effective July 1, 1981; revised,

65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001; para. (c) revised, 68
FR 14332, Mar. 25, 2003, effective May 1, 2003]

§ Ex partereexamination at theinitiative of the
1.520 Director.
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The Director, a any time during the period of
enforceability of a patent, may determine whether or not
a substantial new question of patentability is raised by
patents or printed publications which have been
discovered by the Director or which have been brought
to the Director’s attention, even though no request for
reexamination has been filed in accordance with 8 1.510
or § 1.913. The Director may initiate ex parte
reexamination without a request for reexamination
pursuant to § 1.510 or § 1.913. Normally requests from
outside the Office that the Director undertake
reexamination on hisown initiative will not be considered.
Any determination to initiate ex parte reexamination
under this section will become a part of the official file
of the patent and will be mailed to the patent owner at the
address as provided for in § 1.33(c).

[46 FR 29186, May 29, 1981, effective July 1, 1981; revised,
65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001; revised, 68 FR 14332,
Mar. 25, 2003, effective May 1, 2003]

EX PARTE REEXAMINATION

§ Order for ex parte reexamination.
1.525

(a) If asubstantial new question of patentability is
found pursuant to § 1.515 or § 1.520, the determination
will include an order for ex parte reexamination of the
patent for resolution of the question. If the order for ex
parte reexamination resulted from a petition pursuant to
§ 1.515(c), the ex parte reexamination will ordinarily be
conducted by an examiner other than the examiner
responsiblefor theinitial determination under § 1.515(a).

(b) The notice published in the Official Gazette under
§ 1.11(c) will be considered to be constructive notice and
ex parte reexamination will proceed.

[46 FR 29186, May 29, 1981, effective July 1, 1981; heading
and paras. (a) and (b) revised, 65 FR 76756, Dec. 7, 2000, effective Feb.
5, 2001]

8§ Statement by patent owner in ex parte

1.530 reexamination; amendment by patent owner
in ex parteor inter partesreexamination;
inventor ship changein ex parteor inter partes
reexamination.

(a) Except as provided in § 1.510(€), no statement or
other response by the patent owner in an ex parte
reexamination proceeding shall befiled prior to the
determinations made in accordance with § 1.515 or §
1.520. If apremature statement or other responseisfiled
by the patent owner, it will not be acknowledged or
considered in making the determination, and it will be
returned or discarded (at the Office's option).

(b) The order for ex parte reexamination will set a
period of not less than two months from the date of the
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order within which the patent owner may file a statement
on the new question of patentability, including any
proposed amendments the patent owner wishes to make.

(c) Any statement filed by the patent owner shall
clearly point out why the subject matter as claimed is not
anticipated or rendered obvious by the prior art patents
or printed publications, either alone or in any reasonable
combinations. Where the reexamination request wasfiled
by athird party requester, any statement filed by the patent
owner must be served upon the ex parte reexamination
requester in accordance with § 1.248.

(d) Making amendments in a reexamination
proceeding . A proposed amendment in an ex parte or
an inter partes reexamination proceeding is made by
filing a paper directing that proposed specified changes
be made to the patent specification, including the claims,
or to the drawings. An amendment paper directing that
proposed specified changes be made in areexamination
proceeding may be submitted as an accompaniment to a
request filed by the patent owner in accordance with §
1.510(e), aspart of apatent owner statement in accordance
with paragraph (b) of this section, or, where permitted,
during the prosecution of the reexamination proceeding
pursuant to § 1.550(a) or § 1.937.

(1) Specification other than the claims . Changes
to the specification, other than to the claims, must be
made by submission of the entire text of an added or
rewritten paragraph including markings pursuant to
paragraph (f) of this section, except that an entire
paragraph may be deleted by a statement deleting the
paragraph, without presentation of the text of the
paragraph. The precise point in the specification must
be identified where any added or rewritten paragraph
islocated. This paragraph applies whether the
amendment is submitted on paper or compact disc (see

§8.1.96 and 1.825).

(2) Claims. An amendment paper must include the
entiretext of each patent claim which isbeing proposed
to be changed by such amendment paper and of each
new claim being proposed to be added by such
amendment paper. For any claim changed by the
amendment paper, a parenthetical expression
“amended,” “twice amended,” etc., should follow the
claim number. Each patent claim proposed to be
changed and each proposed added claim must include
markings pursuant to paragraph (f) of this section,
except that a patent claim or proposed added claim
should be canceled by a statement canceling the claim,
without presentation of the text of the claim.

(3) Drawings . Any change to the patent drawings
must be submitted as a sketch on a separate paper
showing the proposed changes in red for approval by
the examiner. Upon approval of the changes by the
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examiner, only new sheets of drawings including the
changes and in compliance with 8 1.84 must be filed.
Amended figures must be identified as “Amended,”
and any added figure must be identified as“New.” In
the event afigure is canceled, the figure must be
surrounded by brackets and identified as “ Canceled.”

(4) Theformal requirementsfor papers making up
the reexamination proceeding other than those set forth
in this section are set out in § 1.52.

(e) Satus of claims and support for claim changes.
Whenever there is an amendment to the claims pursuant
to paragraph (d) of this section, there must also be
supplied, on pages separate from the pages containing the
changes, the status (i.e., pending or canceled), as of the
date of the amendment, of all patent claims and of all
added claims, and an explanation of the support in the
disclosure of the patent for the changesto the claims made
by the amendment paper.

(f) Changes shown by markings. Any changesrelative
to the patent being reexamined which are made to the
specification, including the claims, must include the
following markings:

(1) The matter to be omitted by the reexamination
proceeding must be enclosed in brackets; and

(2) The matter to be added by the reexamination
proceeding must be underlined.

(g) Numbering of patent claims preserved. Patent
claims may not be renumbered. The numbering of any
claimsadded in the reexamination proceeding must follow
the number of the highest numbered patent claim.

(h) Amendment of disclosure may be required. The
disclosure must be amended, when required by the Office,
to correct inaccuracies of description and definition, and
to secure substantial correspondence between the claims,
the remainder of the specification, and the drawings.

(i) Amendments made relative to patent. All
amendments must be made relative to the patent
specification, including the claims, and drawings, which
arein effect as of the date of filing the request for
reexamination.

(1) No enlargement of claim scope. No amendment
may enlarge the scope of the claims of the patent or
introduce new matter. No amendment may be proposed
for entry in an expired patent. Moreover, no amendment,
other than the cancellation of claims, will beincorporated
into the patent by a certificate issued after the expiration
of the patent.

(k) Amendments not effective until certificate.
Although the Office actions will treat proposed
amendments as though they have been entered, the
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proposed amendments will not be effective until the
reexamination certificate isissued and published.

(I) Correction of inventorship in an ex parte or inter
partes reexamination proceeding.

(1) When it appears in a patent being reexamined
that the correct inventor or inventors were not named
through error without deceptive intention on the part
of the actual inventor or inventors, the Director may,
on petition of all the parties set forth in
§ 1.324(b)(1)-(3), including the assignees, and
satisfactory proof of the facts and payment of the fee
set forth in § 1.20(b), or on order of a court before
which such matter is called in question, include in the
reexamination certificate to beissued under 8 1.570 or
§1.997 an amendment naming only the actual inventor
or inventors. The petition must be submitted as part of
the reexamination proceeding and must satisfy the
requirements of § 1.324.

(2) Notwithstanding paragraph (1)(1) of this
section, if a petition to correct inventorship satisfying
the requirements of § 1.324 isfiled in areexamination
proceeding, and the reexamination proceeding is
concluded other than by areexamination certificate
under 8 1.570 or § 1.997, a certificate of correction
indicating the change of inventorship stated in the
petition will be issued upon request by the patentee.

[46 FR 29186, May 29, 1981, effective July 1, 1981; para. (d)

revised, para. (€) removed, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997; heading and para. (d) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; paras. (e) through (1) added, 65 FR 54604, Sept.
8, 2000, effective Nov. 7, 2000; heading, paras. (a)-(c), para. (d)
introductory text and para. (I) revised, 65 FR 76756, Dec. 7, 2000,
effective Feb. 5, 2001; para. (1)(1) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; paras. (a), (k), and (1) revised, 72 FR 18892,
Apr. 16, 2007, effective May 16, 2007]

§ Reply by third party requester in ex parte

1.535 reexamination.

A reply to the patent owner's statement under § 1.530
may be filed by the ex parte reexamination requester
within two months from the date of service of the patent
owner's statement. Any reply by the ex parte requester
must be served upon the patent owner in accordance with
§1.248. If the patent owner does not file astatement under
§ 1.530, no reply or other submission from the ex parte
reexamination requester will be considered.

[46 FR 29186, May 29, 1981, effective July 1, 1981; revised,
65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]
8 Consideration of responsesin ex parte
1.540 reexamination.

Thefailureto timely file or serve the documents set forth
in §1.530 or in § 1.535 may result in their being refused
consideration. No submissions other than the statement
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pursuant to § 1.530 and the reply by the ex parte
reexamination requester pursuant to § 1.535 will be
considered prior to examination.

[46 FR 29186, May 29, 1981, effective July 1, 1981; revised,
65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]
8§ Conduct of ex parte reexamination
1.550 proceedings.

(a) All ex parte reexamination proceedings, including
any appealsto the Board of Patent Appeals and
Interferences, will be conducted with special dispatch
within the Office. After issuance of the ex parte
reexamination order and expiration of the time for
submitting any responses, the examination will be
conducted in accordance with 88§ 1.104 through 1.116 and
will result in the issuance of an ex parte reexamination
certificate under § 1.570.

(b) The patent owner in an ex parte reexamination
proceeding will be given at |east thirty days to respond
to any Office action. In response to any rejection, such
response may include further statements and/or proposed
amendments or new claimsto place the patentin a
conditionwhereall claims, if amended as proposed, would
be patentable.

(c) Thetime for taking any action by a patent owner
inan ex parte reexamination proceeding will be extended
only for sufficient cause and for areasonable time
specified. Any request for such extension must be filed
on or before the day on which action by the patent owner
is due, but in no case will the merefiling of arequest
effect any extension. Any request for such extension must
be accompanied by the petition fee set forthin § 1.17(g).
See § 1.304(a) for extensions of time for filing a notice
of appeal to the U.S. Court of Appeals for the Federal
Circuit or for commencing acivil action.

(d) If the patent owner failsto file atimely and
appropriate response to any Office action or any written
statement of an interview required under § 1.560(b), the
prosecution in the ex parte reexamination proceeding
will be aterminated prosecution, and the Director will
proceed to issue and publish a certificate concluding the
reexamination proceeding under § 1.570 in accordance
with the last action of the Office.

(e) If aresponse by the patent owner is not timely
filed in the Office,

(1) The delay in filing such response may be
excused if it isshown to the satisfaction of the Director
that the delay was unavoidable; a petition to accept an
unavoidably delayed response must befiled in
compliance with 8 1.137(a); or

(2) The response may nevertheless be accepted if
the delay was unintentional; a petition to accept an
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unintentionally delayed response must be filed in
compliance with § 1.137(Db).

(f) The reexamination requester will be sent copies
of Officeactionsissued during the ex parte reexamination
proceeding. After filing of areguest for ex parte
reexamination by athird party requester, any document
filed by either the patent owner or the third party requester
must be served on the other party in the reexamination
proceeding in the manner provided by § 1.248. The
document must reflect service or the document may be
refused consideration by the Office.

(g) The active participation of the ex parte
reexamination requester ends with the reply pursuant to
§ 1.535, and no further submissions on behalf of the
reexamination requester will be acknowledged or
considered. Further, no submissions on behalf of any third
parties will be acknowledged or considered unless such
submissions are:

(2) in accordance with § 1.510 or § 1.535; or

(2) entered in the patent file prior to the date of the
order for ex parte reexamination pursuant to 8§ 1.525.

(h) Submissions by third parties, filed after the date
of the order for ex parte reexamination pursuant to §
1.525, must meet the requirements of and will be treated
in accordance with § 1.501(a).

[46 FR 29186, May 29, 1981, effective July 1, 1981; para. (c),
49 FR 556, Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; para. (c), 54 FR 29553, July 13,
1989, effective Aug. 20, 1989; paras. (a), (b), & (e) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; paras. (a) and (b) revised,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; revised, 65 FR
76756, Dec. 7, 2000, effective Feb. 5, 2001; paras. (d) & (e)(1) revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003; para. (C) revised,
69 FR 56481, Sept. 21, 2004, effective Nov. 22, 2004; para. (d) revised,
72 FR 18892, Apr. 16, 2007, effective May 16, 2007]

§ Scope of reexamination in ex parte
1.552 reexamination proceedings.

(a) Claimsin an ex parte reexamination proceeding
will be examined on the basis of patents or printed
publications and, with respect to subject matter added or
deleted in the reexamination proceeding, on the basis of
the requirements of 35 U.S.C. 112.

(b) Claimsin an ex parte reexamination proceeding
will not be permitted to enlarge the scope of the claims
of the patent.

(c) Issues other than those indicated in paragraphs (a)
and (b) of this section will not beresolved in a
reexamination proceeding. If such issues are raised by
the patent owner or third party requester during a
reexamination proceeding, the existence of such issues
will be noted by the examiner in the next Office action,
in which case the patent owner may consider the
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advisability of filing areissue application to have such
issues considered and resolved.

[46 FR 29186, May 29, 1981, effective July 1, 1981; revised,
65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ Information material to patentability in ex
1.555 partereexamination and inter partes
reexamination proceedings.

(a) A patent by itsvery natureis affected with apublic
interest. The public interest is best served, and the most
effective reexamination occurs when, at thetime a
reexamination proceeding is being conducted, the Office
isaware of and eval uates the teachings of all information
material to patentability in a reexamination proceeding.
Each individual associated with the patent owner in a
reexamination proceeding has a duty of candor and good
faith in dealing with the Office, which includes a duty to
disclose to the Office all information known to that
individual to be material to patentability in a
reexamination proceeding. The individuals who have a
duty to disclose to the Office all information known to
them to be material to patentability in areexamination
proceeding are the patent owner, each attorney or agent
who represents the patent owner, and every other
individual who is substantively involved on behalf of the
patent owner in areexamination proceeding. The duty to
disclose the information exists with respect to each claim
pending in the reexamination proceeding until the claim
iscancelled. Information material to the patentability of a
cancelled claim need not be submitted if the information
isnot material to patentability of any claim remaining
under consideration in the reexamination proceeding. The
duty to disclose al information known to be material to
patentability in areexamination proceeding is deemed to
be satisfied if all information known to be materia to
patentability of any claim in the patent after issuance of
the reexamination certificate was cited by the Office or
submitted to the Office in an information disclosure
statement. However, the duties of candor, good faith, and
disclosure have not been complied with if any fraud on
the Office was practiced or attempted or the duty of
disclosure was violated through bad faith or intentional
misconduct by, or on behalf of, the patent owner in the
reexamination proceeding. Any information disclosure
statement must be filed with the items listed in § 1.98(a)
asapplied toindividual s associated with the patent owner
in areexamination proceeding, and should befiled within
two months of the date of the order for reexamination, or
as soon thereafter as possible.

(b) Under this section, information is material to
patentability in areexamination proceeding whenitisnot
cumulative to information of record or being made of
record in the reexamination proceeding, and

(1) It isapatent or printed publication that
establishes, by itself or in combination with other
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patents or printed publications, a prima facie case of
unpatentability of aclaim; or

(2) It refutes, or isinconsistent with, aposition the
patent owner takesin:

(i) Opposing an argument of unpatentability
relied on by the Office, or

(ii) Asserting an argument of patentability.

A prima facie case of unpatentability of aclaim pending
in a reexamination proceeding is established when the
information compels a conclusion that a clam is
unpatentable under the preponderance of evidence,
burden-of-proof standard, giving each term in the claim
its broadest reasonable construction consistent with the
specification, and before any consideration is given to
evidence which may be submitted in an attempt to
establish a contrary conclusion of patentability.

(c) Theresponsibility for compliance with this section
rests upon the individuals designated in paragraph (a) of
this section and no evaluation will be made by the Office
in the reexamination proceeding as to compliance with
this section. If questions of compliance with this section
areraised by the patent owner or the third party requester
during areexamination proceeding, they will be noted as
unresolved questions in accordance with § 1.552(c).

[46 FR 29187, May 29, 1981, effective July 1, 1981; 47 FR
21752, May 19, 1982, effective July 1, 1982; paras. (a) and (b), 49 FR
556, Jan. 4, 1984, effective Apr. 1, 1984; revised 57 FR 2021, Jan. 17,
1992, effective Mar. 16, 1992; heading and para. (c) revised, 65 FR
76756, Dec. 7, 2000, effective Feb. 5, 2001]
8 Interviewsin ex parte reexamination
1.560 proceedings.

(a) Interviewsin ex parte reexamination proceedings
pending before the Office between examiners and the
owners of such patents or their attorneys or agents of
record must be conducted in the Office at such times,
within Office hours, as the respective examiners may
designate. Interviews will not be permitted at any other
time or place without the authority of the Director.
Interviewsfor the discussion of the patentability of claims
inpatentsinvolvedin ex parte reexamination proceedings
will not be conducted prior to the first official action.
Interviews should be arranged in advance. Requests that
reexamination requesters participate in interviews with
examiners will not be granted.

(b) Inevery instance of an interview with an examiner
in an ex parte reexamination proceeding, a complete
written statement of the reasons presented at theinterview
aswarranting favorable action must befiled by the patent
owner. An interview does not remove the necessity for
response to Office actions as specified in § 1.111. Patent
owner’s response to an outstanding Office action after
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theinterview does not remove the necessity for filing the
written statement. The written statement must befiled as
a separate part of aresponse to an Office action
outstanding at the time of the interview, or as a separate
paper within one month from the date of the interview,
whichever islater.

[46 FR 29187, May 29, 1981, effective July 1, 1981; revised,

65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001; para. (a) revised, 68
FR 14332, Mar. 25, 2003, effective May 1, 2003]

§ Concurrent office proceedings which include
1.565 an ex partereexamination proceeding.

(a) In an ex parte reexamination proceeding before
the Office, the patent owner must inform the Office of
any prior or concurrent proceedings in which the patent
isor wasinvolved such asinterferences, reissues, ex parte
reexaminations, inter partes reexaminations, or litigation
and the results of such proceedings. See § 1.985 for
notification of prior or concurrent proceedingsinan inter
partes reexamination proceeding.

(b) If apatent inthe process of ex parte reexamination
isor becomes involved in litigation, the Director shall
determine whether or not to suspend the reexamination.
See 8§ 1.987 for inter partes reexamination proceedings.

(c) If exparte reexamination isordered whileaprior
ex parte reexamination proceeding is pending and
prosecution in the prior ex parte reexamination
proceeding has not been terminated, the ex parte
reexamination proceedings will usually be merged and
result in theissuance and publication of asingle certificate
under § 1.570. For merger of inter partes reexamination
proceedings, see § 1.989(a). For merger of ex parte
reexamination and inter partes reexamination
proceedings, see § 1.989(b).

(d) If areissue application and an ex parte
reexamination proceeding on which an order pursuant to
§ 1.525 has been mailed are pending concurrently on a
patent, a decision will usually be made to merge the two
proceedings or to suspend one of the two proceedings.
Where merger of areissue application and an ex parte
reexamination proceeding is ordered, the merged
examination will be conducted in accordance with 88
1.171 through 1.179, and the patent owner will be required
to place and maintain the same claims in the reissue
application and the ex parte reexamination proceeding
during the pendency of the merged proceeding. The
examiner’s actions and responses by the patent owner in
amerged proceeding will apply to both the reissue
application and the ex parte reexamination proceeding
and will be physically entered into both files. Any ex
parte reexamination proceeding merged with areissue
application shall be concluded by the grant of the reissued
patent. For merger of areissue application and an inter
partes reexamination, see § 1.991.
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(e) If apatent inthe process of ex parte reexamination
isor becomes involved in an interference, the Director
may suspend the reexamination or the interference. The
Director will not consider arequest to suspend an
interference unless amotion (8§ 41.121(a)(3) of thistitle)
to suspend the interference has been presented to, and
denied by, an administrative patent judge, and the request
isfiled within ten (10) days of adecision by an
administrative patent judge denying the motion for
suspension or such other time as the administrative patent
judge may set. For concurrent inter partes reexamination
and interference of a patent, see § 1.993.

[46 FR 29187, May 29, 1981, effective July 1, 1981; paras. (b)
and (d), 47 FR 21753, May 19, 1982, effective July 1, 1982; paras. (b)
& (€), 49 FR 48416, Dec. 12, 1984, 50 FR 23123, May 31, 1985,
effective Feb. 11, 1985; para (a) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; revised, 65 FR 76756, Dec. 7, 2000, effective
Feb. 5, 2001; paras. (b) & (€) revised, 68 FR 14332, Mar. 25, 2003,
effective May 1, 2003; para. (€) revised, 69 FR 49959, Aug. 12, 2004,
effective Sept. 13, 2004; paras. (c) and (d) revised, 72 FR 18892, Apr.
16, 2007, effective May 16, 2007]

CERTIFICATE

8 I ssuance and publication of ex parte
1.570 reexamination certificate concludes ex parte
reexamination proceeding.

(a) To conclude an ex parte reexamination
proceeding, the Director will issue and publish an ex
parte reexamination certificate in accordance with 35
U.S.C. 307 setting forth the results of the ex parte
reexamination proceeding and the content of the patent
following the ex parte reexamination proceeding.

(b) An ex parte reexamination certificate will be
issued and published in each patent in which an ex parte
reexamination proceeding has been ordered under § 1.525
and has not been merged with any inter partes
reexamination proceeding pursuant to § 1.989(a). Any
statutory disclaimer filed by the patent owner will be made
part of the ex parte reexamination certificate.

(c) The ex parte reexamination certificate will be
mailed on the day of its date to the patent owner at the
address as provided for in § 1.33(c). A copy of the ex
parte reexamination certificate will also be mailed to the
requester of the ex parte reexamination proceeding.

(d) If an ex parte reexamination certificate has been
issued and published which cancels al of the claims of
the patent, no further Office proceedings will be
conducted with that patent or any reissue applications or
any reexamination requests relating thereto.

(e) If the ex parte reexamination proceeding is
terminated by the grant of areissued patent as provided
in § 1.565(d), the reissued patent will congtitute the ex
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parte reexamination certificate required by this section
and 35 U.S.C. 307.

(f) A notice of the issuance of each ex parte
reexamination certificate under this section will be
published in the Official Gazette on its date of issuance.

[46 FR 29187, May 29, 1981, effective July 1, 1981; para. (€),
47 FR 21753, May 19, 1982, effective July 1, 1982; revised, 65 FR
76756, Dec. 7, 2000, effective Feb. 5, 2001; para. (a) revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; heading and paras. (),
(b), and (d) revised, 72 FR 18892, Apr. 16, 2007, effective May 16,
2007]

Subpart E — [Reserved]

Subpart F — Adjustment and Extension of Patent
Term

ADJUSTMENT OF PATENT TERM DUETO
EXAMINATION DELAY

8§ Extension of patent term due to examination

1.701 delay under the Uruguay Round Agreements
Act (original applications, other than designs,
filed on or after June 8, 1995, and before May
29, 2000).

(a) A patent, other than for designs, issued on an
application filed on or after June 8, 1995, is entitled to
extension of the patent term if the issuance of the patent
was delayed due to:

(2) Interference proceedings under 35 U.S.C.
135(a); and/or

(2) The application being placed under a secrecy
order under 35 U.S.C. 181; and/or

(3) Appellate review by the Board of Patent
Appeas and Interferences or by a Federal court under
35U.S.C. 141 or 145, if the patent wasissued pursuant
to adecision in the review reversing an adverse
determination of patentability and if the patent is not
subject to aterminal disclaimer due to the issuance of
another patent claiming subject matter that is not
patentably distinct from that under appellate review. If
an application is remanded by a panel of the Board of
Patent Appealsand I nterferences and the remand isthe
last action by a panel of the Board of Patent Appeals
and Interferences prior to the mailing of a notice of
allowance under 35 U.S.C. 151 in the application, the
remand shall be considered a decision in the review
reversing an adverse determination of patentability as
that phraseisused in 35U.S.C. 154(b)(2) asamended
by section 532(a) of the Uruguay Round Agreements
Act, Public Law 103-465, 108 Stat. 4809, 4983-85
(1994), and afinal decision in favor of the applicant
under paragraph (c)(3) of this section. A remand by a
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panel of the Board of Patent Appealsand I nterferences
shall not be considered a decision in the review
reversing an adverse determination of patentability as
provided in this paragraph if thereisfiled arequest for
continued examination under 35 U.S.C. 132(b) that
was hot first preceded by the mailing, after such
remand, of at least one of an action under 35 U.S.C.
132 or anotice of allowance under 35 U.S.C. 151.

(b) The term of a patent entitled to extension under
paragraph (@) of this section shall be extended for the sum
of the periods of delay calculated under paragraphs (c)(1),
(©)(2), (c)(3) and (d) of this section, to the extent that these
periods are not overlapping, up to a maximum of five
years. The extension will run from the expiration date of
the patent.

secrecy order and ending on the date the secrecy
order and any renewal thereof was removed; and

(iv) The number of days, if any, in the period
beginning on the date of notification under § 5.3(c)
and ending on the date of mailing of the notice of
allowance under § 1.311.

(3) The period of delay under paragraph (a)(3) of
this section is the sum of the number of days, if any,
in the period beginning on the date on which an appeal
to the Board of Patent Appeals and I nterferences was
filed under 35 U.S.C. 134 and ending on the date of a
final decision in favor of the applicant by the Board of
Patent Appeals and Interferences or by a Federal court
inan appeal under 35 U.S.C. 141 or acivil action under

©
(2) The period of delay under paragraph (a)(1) of
this section for an application is the sum of the
following periods, to the extent that the periods are not
overlapping:

(i) With respect to each interference in which
the application wasinvolved, the number of days,
if any, in the period beginning on the date the
interference was declared or redeclared to involve
the application in the interference and ending on
the date that the interference was terminated with
respect to the application; and

(if) The number of days, if any, in the period
beginning on the date prosecution in the
application was suspended by the Patent and
Trademark Office dueto interference proceedings
under 35 U.S.C. 135(a) not involving the
application and ending on the date of the
termination of the suspension.

(2) The period of delay under paragraph (a)(2) of
this section for an application is the sum of the
following periods, to the extent that the periods are not

overlapping:
(i) The number of days, if any, the application
was maintained in a sealed condition under
35U.S.C. 181,

(ii) The number of days, if any, in the period
beginning on the date of mailing of an examiner’'s
answer under § 41.39 of thistitlein theapplication
under secrecy order and ending on the date the
secrecy order and any renewal thereof was
removed;

(iii) The number of days, if any, in the period
beginning on the date applicant was notified that
an interference would be declared but for the

35U.SC. 145.

(d) The period of delay set forth in paragraph (c)(3)
shall be reduced by:

(1) Any time during the period of appellate review
that occurred before three years from the filing of the
first national application for patent presented for
examination; and

(2) Any time during the period of appellate review,
as determined by the Director, during which the
applicant for patent did not act with due diligence. In
determining the due diligence of an applicant, the
Director may examine the facts and circumstances of
the applicant’s actions during the period of appellate
review to determine whether the applicant exhibited
that degree of timeliness as may reasonably be expected
from, and which is ordinarily exercised by, a person
during a period of appellate review.

(e) The provisions of this section apply only to
original patents, except for design patents, issued on
applications filed on or after June 8, 1995, and before
May 29, 2000.

[Added, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
para. (€) added, 65 FR 56366, Sept. 18, 2000, effective Oct. 18, 2000;
para. (d)(2) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
para. (8)(3) revised, 69 FR 21704, Apr. 22, 2004, effective May 24,
2004; para. (c)(2)(ii) revised, 69 FR 49959, Aug. 12, 2004, effective
Sept. 13, 2004]
] Groundsfor adjustment of patent term dueto
1.702 examination delay under the Patent Term
GuaranteeAct of 1999 (original applications,
other than designs, filed on or after May 29,
2000).

(a) Failure to take certain actions within specified
time frames. Subject to the provisionsof 35 U.S.C. 154(b)
and this subpart, the term of an original patent shall be
adjusted if the issuance of the patent was delayed due to
the failure of the Office to:
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(1) Mail at least one of a notification under 35
U.S.C. 132 or anotice of allowance under 35 U.S.C.
151 not later than fourteen months after the date on
which the application wasfiled under 35 U.S.C. 111(a)
or fulfilled the requirements of 35 U.S.C. 371 inan
international application;

(2) Respond to areply under 35 U.S.C. 132 or to
an appeal taken under 35 U.S.C. 134 not | ater than four
months after the date on which the reply wasfiled or
the appeal was taken;

(3) Act on an application not later than four months
after the date of a decision by the Board of Patent
Appealsand Interferences under 35 U.S.C. 134 or 135
or adecision by a Federal court under 35 U.S.C. 141,
145, or 146 where at | east one allowable claim remains
in the application; or

(4) Issue a patent not later than four months after
the date on which the issue fee was paid under 35
U.S.C. 151 and al outstanding requirements were
satisfied.

(b) Failureto issue a patent within three years of
the actual filing date of the application. Subject to the
provisions of 35 U.S.C. 154(b) and this subpart, the term
of an original patent shall be adjusted if the issuance of
the patent was delayed due to the failure of the Office to
issue a patent within three years after the date on which
the application was filed under 35 U.S.C. 111(a) or the
national stage commenced under 35 U.S.C. 371(b) or (f)
in an international application, but not including:

(2) Any time consumed by continued examination
of the application under 35 U.S.C. 132(b);

(2) Any time consumed by an interference
proceeding under 35 U.S.C. 135(a);

(3) Any time consumed by the imposition of a
secrecy order under 35 U.S.C. 181;

(4) Any time consumed by review by the Board of
Patent Appeals and Interferences or aFederal court; or

(5) Any delay in the processing of the application
by the Office that was requested by the applicant.

(c) Delays caused by interference proceedings.
Subject to the provisions of 35 U.S.C. 154(b) and this
subpart, the term of an original patent shall be adjusted
if the issuance of the patent was delayed due to
interference proceedings under 35 U.S.C. 135(a).

(d) Delays caused by secrecy order. Subject to the
provisions of 35 U.S.C. 154(b) and this subpart, the term
of an origina patent shall be adjusted if the issuance of
the patent was delayed due to the application being placed
under a secrecy order under 35 U.S.C. 181.
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(e) Delays caused by successful appellate review .
Subject to the provisions of 35 U.S.C. 154(b) and this
subpart, the term of an origina patent shall be adjusted
if the issuance of the patent was delayed due to review
by the Board of Patent Appeals and I nterferences under
35 U.S.C. 134 or by aFederal court under 35 U.S.C. 141
or 145, if the patent was issued under adecision in the
review reversing an adverse determination of patentability.
If an application is remanded by a panel of the Board of
Patent Appeals and Interferences and the remand is the
last action by apanel of the Board of Patent Appealsand
Interferences prior to the mailing of anotice of allowance
under 35 U.S.C. 151 in the application, the remand shall
be considered a decision by the Board of Patent Appeals
and Interferences as that phraseisused in 35 U.S.C.
154(b)(2)(A)(iii), adecision in the review reversing an
adverse determination of patentability as that phraseis
used in 35 U.S.C. 154(b)(1)(C)(iii), and afinal decision
in favor of the applicant under § 1.703(€). A remand by
apanel of the Board of Patent Appeals and Interferences
shall not be considered adecision in the review reversing
an adverse determination of patentability as provided in
this paragraph if thereisfiled arequest for continued
examination under 35 U.S.C. 132(b) that was not first
preceded by the mailing, after such remand, of at least
one of an action under 35 U.S.C. 132 or a notice of
allowance under 35 U.S.C. 151.

(f) The provisions of this section and §81.703 through
1.705 apply only to original applications, except
applications for adesign patent, filed on or after May 29,
2000, and patentsissued on such applications.

[Added, 65 FR 56366, Sept. 18, 2000, effective Oct. 18, 2000;
para. (€) revised, 69 FR 21704, Apr. 22, 2004, effective May 24, 2004]
8§ Period of adjustment of patent term dueto
1.703 examination delay.

(8) The period of adjustment under § 1.702(a) isthe
sum of the following periods:

(1) The number of days, if any, in the period
beginning on the day after the date that is fourteen
months after the date on which the application wasfiled
under 35 U.S.C. 111(a) or fulfilled the requirements
of 35 U.S.C. 371 and ending on the date of mailing of
either an action under 35 U.S.C. 132, or anotice of
allowance under 35 U.S.C. 151, whichever occursfirst;

(2) The number of days, if any, in the period
beginning on the day after the date that is four months
after thedate areply under § 1.111 wasfiled and ending
on the date of mailing of either an action under
35U.S.C. 132, or anctice of alowance under 35 U.S.C.
151, whichever occurs first;

(3) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date areply in compliance with 8§ 1.113(c)
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was filed and ending on the date of mailing of either
an action under 35 U.S.C. 132, or anotice of allowance
under 35 U.S.C. 151, whichever occurs first;

(4) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date an appeal brief in compliance with §
41.37 of thistitle was filed and ending on the date of
mailing of any of an examiner's answer under § 41.39
of thistitle, an action under 35 U.S.C. 132, or anotice
of allowance under 35 U.S.C. 151, whichever occurs
first;

(5) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date of afinal decision by the Board of Patent
Appeals and Interferences or by a Federal court in an
appeal under 35 U.S.C. 141 or acivil action under 35
U.S.C. 145 or 146 where at least one allowable clam
remains in the application and ending on the date of
mailing of either an action under 35 U.S.C. 132 or a
notice of alowance under 35 U.S.C. 151, whichever
occurs first; and

(6) The number of days, if any, in the period
beginning on the day after the date that is four months
after the date theissuefeewas paid and all outstanding
reguirements were satisfied and ending on the date a
patent was issued.

(b) The period of adjustment under § 1.702(b) isthe
number of days, if any, in the period beginning on the
day after thedate that isthree years after the date on which
the application was filed under 35 U.S.C. 111(a) or the
national stage commenced under 35 U.S.C. 371(b) or (f)
in an international application and ending on the date a
patent was issued, but not including the sum of the
following periods:

(1) The number of days, if any, in the period
beginning on the date on which arequest for continued
examination of the application under 35 U.S.C. 132(b)
wasfiled and ending on the date the patent was i ssued;

)

(i) The number of days, if any, in the period
beginning on the date an interference was declared
or redeclared to involve the application in the
interference and ending on the date that the
interference was terminated with respect to the
application; and

(ii) The number of days, if any, in the period
beginning on the date prosecution in the
application was suspended by the Office due to
interference proceedings under 35 U.S.C. 135(a)
not involving the application and ending on the
date of the termination of the suspension;
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©)
(i) The number of days, if any, the application
was maintained in a sealed condition under
35U.S.C. 181;

(i) The number of days, if any, in the period
beginning on the date of mailing of an examiner’'s
answer under § 41.39 of thistitlein theapplication
under secrecy order and ending on the date the
secrecy order was removed;

(i) The number of days, if any, in the period
beginning on the date applicant was notified that
an interference would be declared but for the
secrecy order and ending on the date the secrecy
order was removed; and

(iv) The number of days, if any, in the period
beginning on the date of notification under § 5.3(c)
of this chapter and ending on the date of mailing
of the notice of allowance under 35 U.S.C. 151,
and,

(4) The number of days, if any, in the period
beginning on the date on which a notice of appeal to
the Board of Patent Appealsand Interferenceswasfiled
under 35U.S.C. 134 and § 41.31 of thistitleand ending
on the date of the last decision by the Board of Patent
Appeals and Interferences or by a Federal court in an
appeal under 35 U.S.C. 141 or acivil action under 35
U.S.C. 145, or on the date of mailing of either an action
under 35 U.S.C. 132, or anotice of allowance under
35U.S.C. 151, whichever occursfirgt, if the appeal did
not result in adecision by the Board of Patent Appeals
and Interferences.

(c) The period of adjustment under § 1.702(c) isthe

sum of thefollowing periods, to the extent that the periods
are not overlapping:

(1) The number of days, if any, in the period
beginning on the date an interference was declared or
redeclared to involve the application in the interference
and ending on the date that the interference was
terminated with respect to the application; and

(2) The number of days, if any, in the period
beginning on the date prosecution in the application
was suspended by the Office due to interference
proceedings under 35 U.S.C. 135(a) not involving the
application and ending on the date of the termination
of the suspension.

(d) The period of adjustment under § 1.702(d) isthe

sum of the following periods, to the extent that the periods
are not overlapping:

(1) The number of days, if any, the application was
maintained in a sealed condition under 35 U.S.C. 181;
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(2) The number of days, if any, in the period
beginning on the date of mailing of an examiner’'s
answer under § 41.39 of thistitle in the application
under secrecy order and ending on the date the secrecy
order was removed;

(3) The number of days, if any, in the period
beginning on the date applicant was notified that an
interference would be declared but for the secrecy order
and ending on the date the secrecy order was removed;
and

(4) The number of days, if any, in the period
beginning on the date of notification under § 5.3(c) of
this chapter and ending on the date of mailing of the
notice of allowance under 35 U.S.C. 151.

(e) The period of adjustment under § 1.702(e) isthe
sum of the number of days, if any, inthe period beginning
on the date on which a notice of appeal to the Board of
Patent Appeals and Interferences was filed under 35
U.S.C. 134 and § 41.31 of thistitleand ending on the date
of afinal decision in favor of the applicant by the Board
of Patent Appealsand Interferences or by a Federal court
in an appeal under 35 U.S.C. 141 or acivil action under
35U.S.C. 145.

(f) The adjustment will run from the expiration date
of the patent as set forth in 35 U.S.C. 154(a)(2). To the
extent that periods of delay attributable to the grounds
specified in 81.702 overlap, the period of adjustment
granted under this section shall not exceed the actual
number of days the issuance of the patent was delayed.
Theterm of a patent entitled to adjustment under § 1.702
and this section shall be adjusted for the sum of the
periods calculated under paragraphs (a) through (€) of
this section, to the extent that such periods are not
overlapping, lessthe sum of the periods calculated under
§ 1.704. The date indicated on any certificate of mailing
or transmission under § 1.8 shall not be taken into account
in this calculation.

(9) No patent, the term of which has been disclaimed
beyond a specified date, shall be adjusted under § 1.702
and this section beyond the expiration date specified in
the disclaimer.

[Added, 65 FR 56366, Sept. 18, 2000, effective Oct. 18, 2000;
para. (f) revised, 69 FR 21704, Apr. 22, 2004, effective May 24, 2004,
paras. (a)(4), (b)(3)(ii), (b)(4), (d)(2), and (&) revised, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004]
§ Reduction of period of adjustment of patent
1.704 term.

(a) The period of adjustment of the term of a patent
under § 1.703(a) through (€) shall be reduced by aperiod
equal to the period of time during which the applicant
failed to engage in reasonabl e efforts to conclude
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prosecution (processing or examination) of the
application.

(b) With respect to the grounds for adjustment set
forth in 88 1.702(a) through (€), and in particular the
ground of adjustment set forthin 8 1.702(b), an applicant
shall be deemed to have failed to engage in reasonable
efforts to conclude processing or examination of an
application for the cumulative total of any periodsof time
in excess of three months that are taken to reply to any
notice or action by the Office making any rejection,
objection, argument, or other request, measuring such
three-month period from the date the notice or action was
mailed or given to the applicant, in which case the period
of adjustment set forth in § 1.703 shall be reduced by the
number of days, if any, beginning on the day after the
date that is three months after the date of mailing or
transmission of the Office communication notifying the
applicant of the rejection, objection, argument, or other
reguest and ending on the date the reply wasfiled. The
period, or shortened statutory period, for reply that is set
in the Office action or notice has no effect on the
three-month period set forth in this paragraph.

(c) Circumstances that constitute a failure of the
applicant to engage in reasonabl e efforts to conclude
processing or examination of an application also include
the following circumstances, which will result in the
following reduction of the period of adjustment set forth
in § 1.703 to the extent that the periods are not
overlapping:

(1) Suspension of action under § 1.103 at the
applicant’s request, in which case the period of
adjustment set forth in § 1.703 shall be reduced by the
number of days, if any, beginning on the date arequest
for suspension of action under § 1.103 was filed and
ending on the date of the termination of the suspension;

(2) Deferral of issuance of a patent under § 1.314,
in which case the period of adjustment set forthin §
1.703 shall be reduced by the number of days, if any,
beginning on the date arequest for deferral of issuance
of apatent under § 1.314 was filed and ending on the
date the patent was issued;

(3) Abandonment of the application or late payment
of theissue fee, in which case the period of adjustment
set forth in §1.703 shall be reduced by the number of
days, if any, beginning on the date of abandonment or
the date after the date the issue fee was due and ending
on the earlier of:

(i) The date of mailing of the decision reviving
the application or accepting late payment of the
issue fee; or
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(i) The date that isfour months after the date
the grantable petition to revive the application or
accept late payment of the issue fee wasfiled;

(4) Failuretofileapetition to withdraw the holding
of abandonment or to revive an application within two
months from the mailing date of a notice of
abandonment, in which case the period of adjustment
set forth in § 1.703 shall be reduced by the number of
days, if any, beginning on the day after the date two
months from the mailing date of a notice of
abandonment and ending on the date a petition to
withdraw the holding of abandonment or to revive the
application was filed;

(5) Conversion of aprovisional application under
35U.S.C. 111(b) to anonprovisional application under
35 U.S.C. 111(a) pursuant to 35 U.S.C. 111(b)(5), in
which casethe period of adjustment set forthin § 1.703
shall be reduced by the number of days, if any,
beginning on the date the application was filed under
35 U.S.C. 111(b) and ending on the date arequest in
compliance with §1.53(c)(3) to convert the provisional
application into anonprovisional application wasfiled;

(6) Submission of a preliminary amendment or
other preliminary paper lessthan one month before the
mailing of an Office action under 35 U.S.C. 132 or
notice of allowance under 35 U.S.C. 151 that requires
the mailing of a supplemental Office action or notice
of allowance, in which case the period of adjustment
set forth in § 1.703 shall be reduced by the lesser of:

(i) The number of days, if any, beginning on
theday after the mailing date of the original Office
action or notice of alowance and ending on the
date of mailing of the supplemental Office action
or notice of allowance; or

(i) Four months;

(7) Submission of areply having an omission
(81.135(c)), in which case the period of adjustment set
forthin §1.703 shall be reduced by the number of days,
if any, beginning on the day after the date the reply
having an omission was filed and ending on the date
that the reply or other paper correcting the omission
was filed;

(8) Submission of asupplemental reply or other
paper, other than a supplemental reply or other paper
expressly requested by the examiner, after areply has
been filed, in which case the period of adjustment set
forthin § 1.703 shall be reduced by the number of days,
if any, beginning on the day after the date the initial
reply was filed and ending on the date that the
supplemental reply or other such paper was filed;
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(9) Submission of an amendment or other paper
after a decision by the Board of Patent Appeals and
Interferences, other than a decision designated as
containing anew ground of rejection under § 41.50 (b)
of thistitle or statement under § 41.50(c) of thistitle,
or adecision by a Federal court, less than one month
before the mailing of an Office action under 35 U.S.C.
132 or notice of allowance under 35 U.S.C. 151 that
requires the mailing of a supplemental Office action
or supplemental notice of allowance, in which casethe
period of adjustment set forth in § 1.703 shall be
reduced by the lesser of:

(i) The number of days, if any, beginning on
the day after the mailing date of the original Office
action or notice of allowance and ending on the
mailing date of the supplemental Office action or
notice of allowance; or

(i) Four months;

(10) Submission of an amendment under § 1.312
or other paper after anotice of allowance has been
given or mailed, in which casethe period of adjustment
set forth in § 1.703 shall be reduced by the lesser of:

(i) The number of days, if any, beginning on
the date the amendment under § 1.312 or other
paper was filed and ending on the mailing date of
the Office action or notice in response to the
amendment under § 1.312 or such other paper; or

(i) Four months; and

(11) Further prosecution via a continuing
application, in which case the period of adjustment set
forthin §1.703 shall not include any period that is prior
to the actual filing date of the application that resulted
in the patent.

(d)

(1) A paper containing only an information
disclosure statement in compliance with 88§ 1.97 and
1.98 will not be considered afailure to engagein
reasonabl e efforts to conclude prosecution (processing
or examination) of the application under paragraphs
(c)(6), (c)(8), (c)(9), or (c)(10) of thissection if itis
accompanied by a statement that each item of
information contained in the information disclosure
statement:

(i) Wasfirst cited in any communication from
a patent office in a counterpart foreign or
international application or from the Office, and
this communication was not received by any
individual designated in § 1.56(c) morethan thirty
days prior to thefiling of the information
disclosure statement; or
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(i) Isa communication that was issued by a
patent office in a counterpart foreign or
international application or by the Office, and this
communication was not received by any individual
designated in § 1.56(c) morethan thirty days prior
to the filing of the information disclosure
Statement.

(2) The thirty-day period set forth in paragraph
(d)(1) of this section is not extendable.

A paper containing only an information disclosure
statement in compliance with 88 1.97 and 1.98 will not
be considered afailure to engage in reasonabl e efforts to
conclude prosecution (processing or examination) of the
application under paragraphs (c)(6), (c)(8), (c)(9), or
(c)(10) of thissection if it isaccompanied by a statement
that each item of information contained in theinformation
disclosure statement wasfirst cited in any communication
from aforeign patent office in a counterpart application
and that this communication was not received by any
individual designated in § 1.56(c) more than thirty days
prior to thefiling of theinformation disclosure statement.
This thirty-day period is not extendable.

(e) Submission of an application for patent term
adjustment under 8§ 1.705(b) (with or without request
under §1.705(c) for reinstatement of reduced patent term
adjustment) will not be considered afailure to engagein
reasonabl e effortsto conclude prosecution (processing or
examination) of the application under paragraph (c)(10)
of this section.

[Added, 65 FR 56366, Sept. 18, 2000, effective Oct. 18, 2000;
para. (d) revised, 69 FR 21704, Apr. 22, 2004, effective May 24, 2004;
para. (c)(9) revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13,
2004; para. (c)(11) redesignated as (c)(12) and (c)(11) added, 72 FR
46716, Aug. 21, 2007 (implementation enjoined and never became
effective); para. (c)(11) removed and (c)(12) redesignated as (c)(11),
74 FR 52686, Oct. 14, 2009, effective Oct. 14, 2009 (to remove changes
made by thefinal rulesin 72 FR 46716 from the CFR); para. (d) revised,
76 FR 74700, Dec. 1, 2011, effective Dec. 1, 2011]

§ Patent term adjustment deter mination.
1.705

(a) The notice of alowance will include notification
of any patent term adjustment under 35 U.S.C. 154(b).

(b) Any request for reconsideration of the patent term
adjustment indicated in the notice of allowance, except
as provided in paragraph (d) of this section, and any
request for reinstatement of all or part of theterm reduced
pursuant to § 1.704(b) must be by way of an application
for patent term adjustment. An application for patent term
adjustment under this section must be filed no later than
the payment of the issue fee but may not be filed earlier
than the date of mailing of the notice of allowance. An
application for patent term adjustment under this section
must be accompanied by:
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(1) Thefee set forthin §1.18(e); and
(2) A statement of the facts involved, specifying:

() The correct patent term adjustment and the
basis or bases under § 1.702 for the adjustment;

(i) The relevant dates as specified in 88
1.703(a) through (€) for which an adjustment is
sought and the adjustment as specified in §
1.703(f) to which the patent is entitled;

(iii) Whether the patent is subject to aterminal
disclaimer and any expiration date specified in
the terminal disclaimer; and

(iv)

(A) Any circumstances during the
prosecution of the application resulting in
the patent that constitute a failure to
engage in reasonabl e efforts to conclude
processing or examination of such
application as set forthin 8 1.704; or

(B) That there were no circumstances
constituting afailure to engagein
reasonable efforts to conclude processing
or examination of such application as set
forthin 8§ 1.704.

(c) Any application for patent term adjustment under
this section that requests reinstatement of all or part of
the period of adjustment reduced pursuant to § 1.704(b)
for failing to reply to arejection, objection, argument, or
other request within three months of the date of mailing
of the Office communication notifying the applicant of
the regjection, objection, argument, or other request must
also be accompanied by:

(1) Thefee set forthin § 1.18(f); and

(2) A showing to the satisfaction of the Director
that, in spite of all due care, the applicant was unable
to reply to the rejection, objection, argument, or other
request within three months of the date of mailing of
the Office communication notifying the applicant of
the rejection, objection, argument, or other request.
The Office shall not grant any request for reinstatement
for more than three additional months for each reply
beyond three months from the date of mailing of the
Office communication notifying the applicant of the
rejection, objection, argument, or other request.

(d) If thereisarevision to the patent term adjustment
indicated in the notice of allowance, the patent will
indicate the revised patent term adjustment. If the patent
indicates or should have indicated a revised patent term
adjustment, any request for reconsideration of the patent
term adjustment indicated in the patent must be filed
within two months of the date the patent issued and must
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comply with the requirements of paragraphs (b)(1) and
(b)(2) of this section. Any request for reconsideration
under this section that raises issues that were raised, or
could have been raised, in an application for patent term
adjustment under paragraph (b) of this section shall be
dismissed as untimely as to those issues.

(e) The periods set forth in this section are not
extendable.

(f) No submission or petition on behalf of athird party
concerning patent term adjustment under 35 U.S.C. 154(b)
will be considered by the Office. Any such submission
or petition will bereturned to thethird party, or otherwise
disposed of, at the convenience of the Office.

[Added, 65 FR 56366, Sept. 18, 2000, effective Oct. 18, 2000;

para. (c)(2) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
para. (d) revised, 69 FR 21704, Apr. 22, 2004, effective May 24, 2004]

EXTENSION OF PATENT TERM DUETO
REGULATORY REVIEW

§ Patents subject to extension of the patent term.
1.710

(a) A patent is€eligible for extension of the patent term
if the patent claims a product as defined in paragraph (b)
of this section, either alone or in combination with other
ingredients that read on a composition that received
permission for commercial marketing or use, or amethod
of using such a product, or amethod of manufacturing
such a product, and meets all other conditions and
requirements of this subpart.

(b) Theterm product referred to in paragraph (a) of
this section means —

() The active ingredient of a new human drug,
antibiotic drug, or human biological product (as those
termsare used in the Federal Food, Drug, and Cosmetic
Act and the Public Health Service Act) including any
salt or ester of the active ingredient, as asingle entity
or in combination with another active ingredient; or

(2) The active ingredient of a new animal drug or
veterinary biological product (as those terms are used
in the Federal Food, Drug, and Cosmetic Act and the
Virus-Serum-Toxin Act) that is not primarily
manufactured using recombinant DNA, recombinant
RNA, hybridoma technology, or other processes
including site specific genetic mani pul ation techniques,
including any salt or ester of the active ingredient, as
asingle entity or in combination with another active
ingredient; or

(3) Any medical device, food additive, or color
additive subject to regulation under the Federal Food,
Drug, and Cosmetic Act.
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[Added 52 FR 9394, Mar. 24, 1987, effective May 26, 1987,
amended, 54 FR 30375, July 20, 1989, effective Aug. 22, 1989]
8§ Conditionsfor extension of patent term.
1.720

The term of a patent may be extended if:

(8) The patent claims a product or a method of using
or manufacturing a product as defined in 8 1.710;

(b) The term of the patent has never been previously
extended, except for extensions issued pursuant to 88
1.701, 1.760, or 1.790;

(c) An application for extension is submitted in
compliance with § 1.740;

(d) The product has been subject to aregulatory
review period as defined in 35 U.S.C. 156(g) beforeits
commercial marketing or use;

(e) The product has received permission for
commercial marketing or use and —

(1) The permission for the commercial marketing
or use of the product isthe first received permission
for commercial marketing or use under the provision
of law under which the applicable regulatory review
occurred, or

(2) In the case of a patent other than one directed
to subject matter within § 1.710(b)(2) claiming a
method of manufacturing the product that primarily
uses recombinant DNA technology in the manufacture
of the product, the permission for the commercial
marketing or use is the first received permission for
the commercial marketing or use of a product
manufactured under the process claimed in the patent,
or

(3) Inthe case of a patent claiming anew animal
drug or aveterinary biological product that is not
covered by the claimsin any other patent that has been
extended, and has received permission for the
commercial marketing or use in non-food-producing
animals and in food-producing animals, and was not
extended on the basis of the regulatory review period
for usein non-food-producing animals, the permission
for the commercial marketing or use of the drug or
product after the regulatory review period for usein
food-producing animalsis the first permitted
commercial marketing or use of the drug or product
for administration to a food-producing animal.

(f) The application is submitted within the sixty-day
period beginning on the date the product first received
permission for commercial marketing or use under the
provisions of law under which the applicable regulatory
review period occurred; or in the case of apatent claiming
amethod of manufacturing the product which primarily
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uses recombinant DNA technol ogy in the manufacture of

the product, the application for extension is submitted

within the sixty-day period beginning on the date of the
first permitted commercial marketing or use of a product
manufactured under the process claimed in the patent; or

in the case of a patent that claims a new animal drug or

aveterinary biological product that is not covered by the

claimsin any other patent that has been extended, and
said drug or product has received permission for the
commercial marketing or use in non-food-producing

animals, the application for extension is submitted within

the sixty-day period beginning on the date of the first
permitted commercial marketing or use of the drug or
product for administration to a food-producing animal;

(g) The term of the patent, including any interim
extension issued pursuant to § 1.790, has not expired
before the submission of an application in compliance
with § 1.741; and

(h) No other patent term has been extended for the
same regulatory review period for the product.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26, 1987,

paras. (€) & (f) amended, 54 FR 30375, July 20, 1989, effective Aug.

22, 1989; paras. (b) and (g) revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000]

§ Applicant for extension of patent term;
1.730 signature requirements.

(a) Any application for extension of a patent term

must be submitted by the owner of record of the patent

or its agent and must comply with the requirements of §

1.740.

(b) If the application is submitted by the patent owner,

the application must be signed either by:

(1) The patent owner in compliance with § 3.73(b)

of this chapter; or

(2) A registered practitioner on behalf of the patent

owner.

(c) If the application is submitted on behalf of the
patent owner by an agent of the patent owner (e.g., a
licensee of the patent owner), the application must be

signed by aregistered practitioner on behalf of the agent.
The Office may require proof that the agent is authorized

to act on behalf of the patent owner.

(d) If the application is signed by aregistered
practitioner, the Office may require proof that the
practitioner is authorized to act on behalf of the patent
owner or agent of the patent owner.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26, 1987;
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]
8 Formal requirements for application for
1.740 extension of patent term; correction of
informalities.
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(a) An application for extension of patent term must

be made in writing to the Director. A formal application
for the extension of patent term must include:

(1) A complete identification of the approved
product as by appropriate chemical and generic name,
physical structure or characteristics;

(2) A complete identification of the Federal statute
including the applicable provision of law under which
the regulatory review occurred;

(3) An identification of the date on which the
product received permission for commercial marketing
or use under the provision of law under which the
applicable regulatory review period occurred;

(4) In the case of adrug product, an identification
of each active ingredient in the product and asto each
active ingredient, a statement that it has not been
previously approved for commercial marketing or use
under the Federal Food, Drug, and Cosmetic Act, the
Public Health Service Act, or the Virus-Serum-Toxin
Act, or a statement of when the active ingredient was
approved for commercia marketing or use (either alone
or in combination with other active ingredients), the
use for which it was approved, and the provision of
law under which it was approved.

(5) A statement that the application is being
submitted within the sixty day period permitted for
submission pursuant to § 1.720(f) and an identification
of the date of the last day on which the application
could be submitted;

(6) A completeidentification of the patent for which
an extension is being sought by the name of the
inventor, the patent number, the date of issue, and the
date of expiration,;

(7) A copy of the patent for which an extension is
being sought, including the entire specification
(including claims) and drawings;

(8) A copy of any disclaimer, certificate of
correction, receipt of maintenance fee payment, or
reexamination certificate issued in the patent;

(9) A statement that the patent claimsthe approved
product, or amethod of using or manufacturing the
approved product, and a showing which lists each
applicable patent claim and demonstrates the manner
in which at least one such patent claim reads on:

(i) The approved product, if the listed claims
include any claim to the approved product;

(i) The method of using the approved product,
if thelisted claimsinclude any claim to the method
of using the approved product; and
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(i) The method of manufacturing the
approved product, if thelisted claimsinclude any
claim to the method of manufacturing the
approved product;

(10) A statement beginning on a new page of the
relevant dates and information pursuant to
35 U.S.C.156(qg) in order to enable the Secretary of
Health and Human Services or the Secretary of
Agriculture, as appropriate, to determine the applicable
regulatory review period as follows:

(i) For a patent claiming a human drug,
antibiotic, or human biological product:

(A) The effective date of the
investigational new drug (IND) application
and the IND number;

(B) The date on which a new drug
application (NDA) or a Product License
Application (PLA) wasinitially submitted
and the NDA or PLA number; and

(C) The date on which the NDA was
approved or the Product License issued;

(i) For a patent claiming a new animal drug:

(A) The date amajor health or
environmental effectstest on the drug was
initiated, and any available substantiation
of that date, or the date of an exemption
under subsection (j) of Section 512 of the
Federal Food, Drug, and Cosmetic Act
became effective for such animal drug;

(B) The date on which anew animal
drug application (NADA) wasiinitially
submitted and the NADA number; and

(C) The date on which the NADA was
approved;

(iii) For a patent claiming a veterinary
biological product:

(A) The date the authority to prepare
an experimental biological product under
the Virus-Serum-Toxin Act became
effective;

(B) The date an application for a
license was submitted under the
Virus-Serum-Toxin Act; and

(C) The date the license issued;

(iv) For apatent claiming afood or color
additive:

(A) The date amajor health or
environmental effects test on the additive
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wasinitiated and any available
substantiation of that date;

(B) The date on which a petition for
product approval under the Federal Food,
Drug and Cosmetic Act wasiinitialy
submitted and the petition number; and

(C) The date on which the FDA
published a Federal Register noticelisting
the additive for use;

(v) For apatent claiming a medical device:

(A) The effective date of the
investigational device exemption (IDE)
and the IDE number, if applicable, or the
date on which the applicant began thefirst
clinical investigation involving the device,
if no IDE was submitted, and any available
substantiation of that date;

(B) The date on which the application
for product approval or notice of
completion of a product devel opment
protocol under Section 515 of the Federal
Food, Drug and Cosmetic Act wasinitially
submitted and the number of the
application; and

(C) The date on which the application
was approved or the protocol declared to
be compl eted;

(11) A brief description beginning on a new page
of the significant activities undertaken by the marketing
applicant during the applicable regulatory review period
with respect to the approved product and the significant
dates applicable to such activities;

(12) A statement beginning on a new page that in
the opinion of the applicant the patent is eligible for
the extension and a statement asto the length of
extension claimed, including how the length of
extension was determined;

(13) A statement that applicant acknowledges a
duty to disclose to the Director of the United States
Patent and Trademark Office and the Secretary of
Health and Human Services or the Secretary of
Agriculture any information which is material to the
determination of entitlement to the extension sought
(see §1.765);

(14) The prescribed fee for receiving and acting
upon the application for extension (see § 1.20(j)); and

(15) The name, address, and telephone number of
the person to whom inquiries and correspondence
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relating to the application for patent term extension are
to be directed.

(b) The application under this section must be
accompanied by two additional copies of such application
(for atotal of three copies).

(c) If an application for extension of patent termis
informal under this section, the Office will so notify the
applicant. The applicant has two months from the mail
date of the notice, or such time asis set in the notice,
within which to correct theinformality. Unlessthe notice
indicates otherwise, this time period may be extended
under the provisions of § 1.136.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26, 1987;

para. () amended, 54 FR 30375, July 20, 1989, effectiveAug. 22, 1989;
para. (a)(14), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
heading, introductory text of paragraph (a), and paras. (a)(9), (a)(10),
(8)(14), (8)(15), (b) and (c) revised, 65 FR 54604, Sept. 8, 2000, effective
Sept. 8, 2000; paras. (a)(16) and (a)(17) removed, 65 FR 54604, Sept.
8, 2000, effective Sept. 8, 2000; paras. (a) & (a)(13) revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003]

§ Complete application given afiling date;

1.741 petition procedure.

(8) Thefiling date of an application for extension of
apatent term isthe date on which acomplete application
isreceivedin the Office or filed pursuant to the procedures
set forth in §1.8 or § 1.10. A complete application must
include:

(1) An identification of the approved product;

(2) An identification of each Federal statute under
which regulatory review occurred;

(3) An identification of the patent for which an
extension is being sought;

(4) An identification of each claim of the patent
which claims the approved product or a method of
using or manufacturing the approved product;

(5) Sufficient information to enablethe Director to
determine under subsections (@) and (b) of 35 U.S.C.
156 the eligibility of apatent for extension, and the
rights that will be derived from the extension, and
information to enable the Director and the Secretary
of Health and Human Services or the Secretary of
Agriculture to determine the length of the regulatory
review period; and

(6) A brief description of the activities undertaken
by the marketing applicant during the applicable
regulatory review period with respect to the approved
product and the significant dates applicable to such
activities.

(b) If an application for extension of patent term is
incomplete under this section, the Office will so notify
the applicant. If applicant requests review of anotice that
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an application isincomplete, or review of the filing date
accorded an application under this section, applicant must
file apetition pursuant to this paragraph accompanied by
thefee set forth in § 1.17(f) within two months of the mail
date of the notice that the application isincomplete, or
the notice according thefiling date complained of. Unless
the notice indicates otherwise, this time period may be
extended under the provisions of § 1.136.

[Added 52 FR 9396, Mar. 24, 1987, effective May 26, 1987;
para. (a) amended, 54 FR 30375, July 20, 1989, effective Aug. 22, 1989;
para. (2) amended, 58 FR 54494, Oct. 22, 1993, effective Nov. 22, 1993,
para. (a) correcting amendment, 61 FR 64027, Dec. 3, 1996; heading,
introductory text of paragraph (a), and paras. (8)(5) and (b) revised, 65
FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)(5) revised,

68 FR 14332, Mar. 25, 2003, effective May 1, 2003; para. (b) revised,
69 FR 56481, Sept. 21, 2004, effective Nov. 22, 2004]

§ Determination of eligibility for extension of
1.750 patent term.

A determination as to whether a patent is eligible for
extension may be made by the Director solely onthebasis
of the representations contained in the application for
extension filed in compliance with § 1.740 or § 1.790.
Thisdetermination may be del egated to appropriate Patent
and Trademark Office officials and may be made at any
time before the certificate of extension is issued. The
Director or other appropriate officials may require from
applicant further information or make such independent
inquiries as desired before afinal determination is made
on whether a patent is eligible for extension. In an
application for extension filed in compliance with § 1.740,
a notice will be mailed to applicant containing the
determination as to the eligibility of the patent for
extension and the period of time of the extension, if any.
This notice shall constitute the final determination as to
the eligibility and any period of extension of the patent.
A single request for reconsideration of a final
determination may be madeif filed by the applicant within
such time as may be set in the notice of final
determination or, if no timeis set, within one month from
the date of the final determination. The time periods set
forth herein are subject to the provisions of § 1.136.

[Added 52 FR 9396, Mar. 24, 1987, effective May 26, 1987,
revised, 60 FR 25615, May 12, 1995, effective July 11, 1995; revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

] Interim extension of patent term under
1.760 35 U.S.C. 156(€)(2).

An applicant who has filed a forma application for
extension in compliance with § 1.740 may request one or
moreinterim extensionsfor periods of up to oneyear each
pending afinal determination on the application pursuant
to § 1.750. Any such request should befiled at least three
months prior to the expiration date of the patent. The
Director may issue interim extensions, without a request
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by the applicant, for periods of up to one year each until
afinal determination is made. The patent owner or agent
will be notified when an interim extension is granted and
notice of the extension will be published in the Official
Gazette of the United States Patent and Trademark Office.
The noticewill berecorded in the officid file of the patent
and will be considered as part of the original patent. In
no event will the interim extensions granted under this
section be longer than the maximum period for extension
to which the applicant would be eligible.

[Added, 52 FR 9396, Mar. 24, 1987, effective May 26, 1987;
heading revised, 60 FR 25615, May 12, 1995, effective July 11, 1995;
revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8, 2000; revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

8 Duty of disclosurein patent term extension
1.765 proceedings.

(a) A duty of candor and good faith toward the Patent
and Trademark Office and the Secretary of Health and
Human Services or the Secretary of Agriculture rests on
the patent owner or its agent, on each attorney or agent
who represents the patent owner and on every other
individual who is substantively involved on behalf of the
patent owner in a patent term extension proceeding. All
such individuals who are aware, or become aware, of
material information adverse to a determination of
entitlement to the extension sought, which has not been
previously made of record in the patent term extension
proceeding must bring such information to the attention
of the Office or the Secretary, as appropriate, in
accordance with paragraph (b) of this section, as soon as
itispractical to do so after the individual becomes aware
of theinformation. Information is material where there
isasubstantial likelihood that the Office or the Secretary
would consider it important in determinationsto be made
in the patent term extension proceeding.

(b) Disclosures pursuant to this section must be
accompanied by a copy of each written document which
is being disclosed. The disclosure must be made to the
Office or the Secretary, as appropriate, unless the
disclosure is material to determinations to be made by
both the Office and the Secretary, in which case duplicate
copies, certified as such, must befiled in the Office and
with the Secretary. Disclosures pursuant to this section
may be made to the Office or the Secretary, as appropriate,
through an attorney or agent having responsihility on
behalf of the patent owner or its agent for the patent term
extension proceeding or through a patent owner acting
on his or her own behalf. Disclosure to such an attorney,
agent or patent owner shall satisfy the duty of any other
individual. Such an attorney, agent or patent owner has
no duty to transmit information which is not material to
the determination of entitlement to the extension sought.
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(c) No patent will be determined eligiblefor extension
and no extension will beissued if it is determined that
fraud on the Office or the Secretary was practiced or
attempted or the duty of disclosure was violated through
bad faith or gross negligence in connection with the patent
term extension proceeding. If it is established by clear
and convincing evidence that any fraud was practiced or
attempted on the Office or the Secretary in connection
with the patent term extension proceeding or that there
was any violation of the duty of disclosure through bad
faith or gross negligence in connection with the patent
term extension proceeding, afinal determination will be
made pursuant to § 1.750 that the patent is not eligible
for extension.

(d) The duty of disclosure pursuant to this section
rests on the individualsidentified in paragraph (a) of this
section and no submission on behalf of third parties, in
the form of protests or otherwise, will be considered by
the Office. Any such submissions by third parties to the
Office will be returned to the party making the
submission, or otherwise disposed of, without
consideration by the Office.

[Added, 52 FR 9396, Mar. 24 1987, effective May 26, 1987,
para. (8) amended, 54 FR 30375, July 20, 1989, effective Aug. 22, 1989;
para. (8) revised, 60 FR 25615, May 12, 1995, effective July 11, 1995]
8§ Expresswithdrawal of application for
1.770 extension of patent term.

An application for extension of patent term may be
expressly withdrawn before a determination is made
pursuant to § 1.750 by filing in the Office, in duplicate,
awritten declaration of withdrawal signed by the owner
of record of the patent or its agent. An application may
not be expressly withdrawn after the date permitted for
reply to the final determination on the application. An
express withdrawal pursuant to this section is effective
when acknowledged in writing by the Office. The filing
of an express withdrawal pursuant to this section and its
acceptance by the Office does not entitle applicant to a
refund of thefiling fee (§ 1.20(j)) or any portion thereof.

[Added 52 FR 9397, Mar. 24 1987, effective May 26, 1987; 56
FR 65142, Dec. 13, 1991, effective Dec. 16, 1991; revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ Calculation of patent term extension for a
1.775 human drug, antibiotic drug, or human
biological product.

(a) If adetermination ismade pursuant to § 1.750 that
apatent for a human drug, antibiotic drug, or human
biological product iseligiblefor extension, theterm shall
be extended by the time as calculated in daysin the
manner indicated by this section. The patent term
extension will runfrom the original expiration date of the
patent or any earlier date set by terminal disclaimer (8
1.321).
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(b) The term of the patent for ahuman drug, antibiotic
drug or human biological product will be extended by the
length of the regulatory review period for the product as
determined by the Secretary of Health and Human
Services, reduced as appropriate pursuant to paragraphs
(d)(2) through (d)(6) of this section.

(c) Thelength of the regulatory review period for a
human drug, antibiotic drug or human biological product
will be determined by the Secretary of Health and Human
Services. Under 35 U.S.C. 156(g)(1)(B), it is the sum of

(1) The number of daysin the period beginning on
the date an exemption under subsection (i) of section
505 or subsection (d) of section 507 of the Federal
Food, Drug, and Cosmetic Act became effective for
the approved product and ending on the date an
application was initially submitted for such product
under those sections or under section 351 of the Public
Health Service Act; and

(2) The number of daysin the period beginning on
the date the application was initially submitted for the
approved product under section 351 of the Public
Health Service Act, subsection (b) of section 505 or
section 507 of the Federal Food, Drug, and Cosmetic
Act and ending on the date such application was
approved under such section.

(d) The term of the patent as extended for a human
drug, antibiotic drug or human biological product will be
determined by—

(2) Subtracting from the number of days determined
by the Secretary of Health and Human Services to be
in the regulatory review period:

(i) The number of daysin the periods of
paragraphs (c)(1) and (c)(2) of this section which
were on and before the date on which the patent
issued;

(ii) The number of daysin the periods of
paragraphs (c)(1) and (c)(2) of this section during
which it is determined under 35 U.S.C.
156(d)(2)(B) by the Secretary of Health and
Human Services that applicant did not act with
due diligence;

(iii) One-half the number of days remaining
in the period defined by paragraph (c)(1) of this
section after that period is reduced in accordance
with paragraphs (d)(2)(i) and (ii) of this section;
half days will be ignored for purposes of
subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approval of
the application under section 351 of the Public Health
ServiceAct, or subsection (b) of section 505 or section
507 of the Federal Food, Drug, and Cosmetic Act;

(4) By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If theoriginal patent wasissued after September
24,1984,

() By adding 5 yearsto the original expiration
date of the patent or any earlier date set by
terminal disclaimer; and

(ii) By comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(5)(i) of this section
with each other and selecting the earlier date;

(6) If the original patent was issued before
September 24, 1984, and

(i) If no request was submitted for an
exemption under subsection (i) of section 505 or
subsection (d) of section 507 of the Federal Food,
Drug, and Cosmetic Act before September 24,
1984, by—

(A) Adding 5 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer; and

(B) By comparing the dates obtained
pursuant to paragraphs (d)(4) and
(d)(6)(i)(A) of this section with each other
and selecting the earlier date; or

(i) If arequest was submitted for an
exemption under subsection (i) of section 505 or
subsection (d) of section 507 of the Federal Food,
Drug, or Cosmetic Act before September 24, 1984
and the commercial marketing or use of the
product was not approved before September 24,
1984, by -

(A) Adding 2 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer, and

(B) By comparing the dates obtained
pursuant to paragraphs (d)(4) and
(d)(B)(ii)(A) of this section with each other
and selecting the earlier filing date.

[Added, 52 FR 9397, Mar. 24 1987, effective May 26, 1987]

§ Calculation of patent term extension for afood
1.776 additive or color additive.

(a) If adetermination is made pursuant to § 1.750 that
a patent for afood additive or color additive is eligible
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for extension, the term shall be extended by the time as
calculated in daysin the manner indicated by this section.
The patent term extension will run from the original
expiration date of the patent or earlier date set by terminal
disclaimer (8 1.321).

(b) Theterm of the patent for afood additive or color
additive will be extended by the length of the regulatory
review period for the product as determined by the
Secretary of Health and Human Services, reduced as
appropriate pursuant to paragraphs (d)(1) through (d)(6)
of this section.

(c) Thelength of the regulatory review period for a
food additive or color additive will be determined by the
Secretary of Health and Human Services. Under 35 U.S.C.
156(9)(2)(B), it isthe sum of -

(1) The number of daysin the period beginning on
the date amajor health or environmental effects test
on the additive was initiated and ending on the date a
petition was initially submitted with respect to the
approved product under the Federal Food, Drug, and
Cosmetic Act requesting the issuance of aregulation
for use of the product; and

(2) The number of daysin the period beginning on
the date a petition wasiinitially submitted with respect
to the approved product under the Federal Food, Drug
and Cosmetic Act requesting the issuance of a
regulation for use of the product, and ending on the
date such regulation became effective or, if objections
were filed to such regulation, ending on the date such
objections were resolved and commercial marketing
was permitted or, if commercial marketing was
permitted and later revoked pending further proceedings
as aresult of such objections, ending on the date such
proceedings were finally resolved and commercial
marketing was permitted.

(d) The term of the patent as extended for afood
additive or color additive will be determined by

(1) Subtracting from the number of days determined
by the Secretary of Health and Human Services to be
in the regulatory review period:

(i) The number of daysin the periods of
paragraphs (c)(1) and (c)(2) of this section which
were on and before the date on which the patent
issued;

(it) The number of daysin the periods of
paragraphs (c)(1) and (c)(2) of this section during
which it is determined under 35 U.S.C.
156(d)(2)(B) by the Secretary of Health and
Human Services that applicant did not act with
due diligence;

(iii) The number of days equal to one-half the
number of daysremaining in the period defined
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by paragraph (c)(1) of this section after that period
is reduced in accordance with paragraphs (d)(1)
(i) and (ii) of thissection; half dayswill beignored
for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date a regulation for
use of the product became effective or, if objections
werefiled to such regulation, to the date such objections
wereresolved and commercial marketing was permitted
or, if commercial marketing was permitted and later
revoked pending further proceedingsasaresult of such
objections, to the date such proceedings were finally
resolved and commercial marketing was permitted;

(4) By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If theoriginal patent wasissued after September
24,1984,

(i) By adding 5 yearsto the original expiration
date of the patent or earlier date set by terminal
disclaimer; and

(if) By comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(5)(i) of this section
with each other and selecting the earlier date;

(6) If the original patent was issued before
September 24, 1984, and

(i) If no major health or environmental effects
test was initiated and no petition for aregulation
or application for registration was submitted
before September 24, 1984, by

(A) Adding 5 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer, and

(B) By comparing the dates obtained
pursuant to paragraphs (d)(4) and
(d)(6)(i)(A) of this section with each other
and selecting the earlier date; or

(ii) If amgjor health or environmental effects
test was initiated or a petition for aregulation or
application for registration was submitted by
September 24, 1984, and the commercial
marketing or use of the product was not approved
before September 24, 1984, by —

(A) Adding 2 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer, and
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(B) By comparing the dates obtained
pursuant to paragraphs (d)(4) and
(d)(B)(i1)(A) of this section with each other
and selecting the earlier date.

[Added, 52 FR 9397, Mar. 24, 1987, effective May 26, 1987)

§ Calculation of patent term extension for a
1.777 medical device.

(a) If adetermination ismade pursuant to § 1.750 that
apatent for amedical deviceiséeligiblefor extension, the
term shall be extended by the time as calculated in days
in the manner indicated by this section. The patent term
extension will runfrom the original expiration date of the
patent or earlier date as set by terminal disclaimer
(81.321).

(b) The term of the patent for amedical device will
be extended by the length of the regulatory review period
for the product as determined by the Secretary of Health
and Human Services, reduced as appropriate pursuant to
paragraphs (d)(1) through (d)(6) of this section.

(c) Thelength of the regulatory review period for a
medical device will be determined by the Secretary of
Health and Human Services. Under 35 U.S.C.
156(9)(3)(B), it isthe sum of

(1) The number of daysin the period beginning on
the date a clinical investigation on humans involving
the device was begun and ending on the date an
application was initially submitted with respect to the
device under section 515 of the Federal Food, Drug,
and Cosmetic Act; and

(2) The number of daysin the period beginning on
the date the application was initially submitted with
respect to the device under section 515 of the Federal
Food, Drug, and Cosmetic Act, and ending on the date
such application was approved under such Act or the
period beginning on the date a notice of compl etion of
aproduct development protocol wasinitially submitted
under section 515(f)(5) of the Act and ending on the
datethe protocol was declared completed under section
515(f)(6) of the Act.

(d) The term of the patent as extended for a medical
device will be determined by —

(1) Subtracting from the number of days determined
by the Secretary of Health and Human Services to be
in the regulatory review period pursuant to paragraph
(c) of this section:

(i) The number of daysin the periods of
paragraphs (c)(1) and (c)(2) of this section which
were on and before the date on which the patent
issued;
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(if) The number of days in the periods of
paragraphs (c)(1) and (c)(2) of this section during
which it is determined under 35 U.S.C.
156(d)(2)(B) by the Secretary of Health and
Human Services that applicant did not act with
due diligence;

(ii1) One-half the number of days remaining
in the period defined by paragraph (c)(1) of this
section after that period is reduced in accordance
with paragraphs (d)(1) (i) and (ii) of this section;
half dayswill be ignored for purposes of
subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approval of
the application under section 515 of the Federal Food,
Drug, and Cosmetic Act or the date a product
development protocol was declared completed under
section 515(f)(6) of the Act;

(4) By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If theoriginal patent wasissued after September
24,1984,

(i) By adding 5 yearsto the original expiration
date of the patent or earlier date set by terminal
disclaimer; and

(i) By comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(5)(i) of this section
with each other and selecting the earlier date;

(6) If the original patent was issued before
September 24, 1984, and

(i) If no clinical investigation on
humans involving the device was begun or no
product development protocol was submitted
under section 515(f)(5) of the Federal Food, Drug,
and Cosmetic Act before September 24, 1984, by

(A) Adding 5 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer and

(B) By comparing the dates obtained
pursuant to paragraphs (d)(4) and
(d)(6)(i)(A) of this section with each other
and selecting the earlier date; or

(i1) If aclinical investigation on humans
involving the device was begun or a product
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development protocol was submitted under section
515(f)(5) of the Federal Food, Drug, and Cosmetic
Act before September 24, 1984 and the
commercial marketing or use of the product was
not approved before September 24, 1984, by

(A) Adding 2 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer, and

(B) By comparing the dates obtained
pursuant to paragraphs (d)(4) and
(d)(6)(ii)(A) of this section with each other
and selecting the earlier date.

[Added, 52 FR 9398, Mar. 24 1987, effective May 26, 1987]

§ Calculation of patent term extension for an
1.778 animal drug product.

(a) If adetermination ismade pursuant to § 1.750 that
apatent for an animal drug is eligible for extension, the
term shall be extended by the time as calculated in days
in the manner indicated by this section. The patent term
extension will run from the original expiration date of the
patent or any earlier date set by terminal disclaimer (8
1.321).

(b) The term of the patent for an animal drug will be
extended by the length of the regulatory review period
for the drug as determined by the Secretary of Health and
Human Services, reduced as appropriate pursuant to
paragraphs (d)(1) through (d)(6) of this section.

(c) Thelength of the regulatory review period for an
animal drug will be determined by the Secretary of Health
and Human Services. Under 35 U.S.C. 156(g)(4)(B), it
isthe sum of —

(1) The number of daysin the period beginning on
the earlier of the date a major health or environmental
effects test on the drug was initiated or the date an
exemption under subsection (j) of section 512 of the
Federal Food, Drug, and Cosmetic Act became
effective for the approved animal drug and ending on
the date an application wasinitially submitted for such
animal drug under section 512 of the Federal Food,
Drug, and Cosmetic Act; and

(2) The number of daysin the period beginning on
the date the application was initially submitted for the
approved animal drug under subsection (b) of section
512 of the Federa Food, Drug, and Cosmetic Act and
ending on the date such application was approved under
such section.

(d) The term of the patent as extended for an animal
drug will be determined by —
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(2) Subtracting from the number of days determined
by the Secretary of Health and Human Servicesto be
in the regulatory review period:

(i) The number of days in the periods of
paragraphs (c)(1) and (c)(2) of this section that
were on and before the date on which the patent
issued;

(i) The number of daysin the periods of
paragraphs (c)(1) and (c)(2) of this section during
which it is determined under 35 U.S.C.
156(d)(2)(B) by the Secretary of Health and
Human Services that applicant did not act with
due diligence;

(iii) One-half the number of days remaining
in the period defined by paragraph (c)(1) of this
section after that period is reduced in accordance
with paragraphs (d)(1)(i) and (ii) of this section;
half dayswill be ignored for purposes of
subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approval of
the application under section 512 of the Federal Food,
Drug, and Cosmetic Act;

(4) By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If theoriginal patent wasissued after November
16, 1988, by —

(i) Adding 5 yearsto the original expiration
date of the patent or any earlier date set by
terminal disclaimer; and

(if) Comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(5)(i) of this section with
each other and selecting the earlier date;

(6) If the original patent was issued before
November 16, 1988, and

(i) If no major health or environmental effects
test on the drug was initiated and no request was
submitted for an exemption under subsection (j) of
section 512 of the Federal Food, Drug, and
Cosmetic Act before November 16, 1988, by —

(A) Adding 5 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer; and

(B) Comparing the dates obtained
pursuant to paragraphs (d)(4) and
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(d)(6)(i)(A) of this section with each other
and selecting the earlier date; or

(ii) If amgjor health or environmental effects
test was initiated or a request for an exemption
under subsection (j) of section 512 of the Federal
Food, Drug, and Cosmetic Act was submitted
before November 16, 1988, and the application
for commercial marketing or use of the animal
drug was not approved before November 16, 1988,
by —

(A) Adding 3 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer, and

(B) Comparing the dates obtained
pursuant to paragraphs (d)(4) and
(d)(6)(ii)(A) of this section with each other
and selecting the earlier date.

[Added, 54 FR 30375, July 20, 1989, effective Aug. 22, 1989]

§ Calculation of patent term extension for a
1.779 veterinary biological product.

(a) If adetermination ismade pursuant to § 1.750 that
apatent for aveterinary hiological product iseligiblefor
extension, the term shall be extended by the time as
calculated in daysin the manner indicated by this section.
The patent term extension will run from the original
expiration date of the patent or any earlier date set by
terminal disclaimer (§ 1.321).

(b) The term of the patent for a veterinary biological
product will be extended by the length of the regulatory
review period for the product as determined by the
Secretary of Agriculture, reduced as appropriate pursuant
to paragraphs (d)(1) through (d)(6) of this section.

(c) Thelength of the regulatory review period for a
veterinary biologica product will be determined by the
Secretary of Agriculture. Under 35 U.S.C. 156(g)(5)(B),
it isthe sum of —

(2) The number of daysin the period beginning on
the date the authority to prepare an experimental
biological product under the Virus-Serum-Toxin Act
became effective and ending on the date an application
for alicense was submitted under the
Virus-Serum-Toxin Act; and

(2) The number of daysin the period beginning on
the date an application for alicense was initially
submitted for approval under the Virus-Serum-Toxin
Act and ending on the date such license was issued.

(d) Theterm of the patent as extended for aveterinary
biological product will be determined by —
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(2) Subtracting from the number of days determined
by the Secretary of Agriculture to bein the regulatory
review period:

(i) The number of days in the periods of
paragraphs (c)(1) and (c)(2) of this section that
were on and before the date on which the patent
issued;

(i) The number of daysin the periods of
paragraphs (c)(1) and (c)(2) of this section during
which it is determined under 35 U.S.C.
156(d)(2)(B) by the Secretary of Agriculture that
applicant did not act with due diligence;

(iii) One-half the number of days remaining
in the period defined by paragraph (c)(1) of this
section after that period is reduced in accordance
with paragraphs (d)(1)(i) and (ii) of this section;
half dayswill be ignored for purposes of
subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of the issuance
of alicense under the Virus-Serum-Toxin Act;

(4) By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If theoriginal patent wasissued after November
16, 1988, by —

(i) Adding 5 yearsto the original expiration
date of the patent or any earlier date set by
terminal disclaimer; and

(if) Comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(5)(i) of this section with
each other and selecting the earlier date;

(6) If the original patent was issued before
November 16, 1988, and

(i) If no request for the authority to prepare an
experimental biological product under the
Virus-Serum-Toxin Act was submitted before
November 16, 1988, by —

(A) Adding 5 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer; and

(B) Comparing the dates obtained
pursuant to paragraphs (d)(4) and
(d)(6)(i)(A) of this section with each other
and selecting the earlier date; or



MANUAL OF PATENT EXAMINING PROCEDURE

(i) If arequest for the authority to prepare an
experimental biological product under the
Virus-Serum-Toxin Act was submitted before
November 16, 1988, and the commercial
marketing or use of the product was not approved
before November 16, 1988, by —

(A) Adding 3 yearsto the original
expiration date of the patent or earlier date
set by terminal disclaimer; and

(B) Comparing the dates obtained
pursuant to paragraphs (d)(4) and
(d)(6)(ii)(A) of this section with each other
and selecting the earlier date.

[Added, 54 FR 30375, July 20, 1989, effective Aug. 22, 1989]

§ Certificateor order of extension of patent term.
1.780

If adetermination is made pursuant to § 1.750 that a patent
is eligible for extension and that the term of the patent is
to be extended, a certificate of extension, under sedl, or
an order granting interim extension under 35 U.S.C.
156(d)(5), will beissued to the applicant for the extension
of the patent term. Such certificate or order will be
recorded in the official file of the patent and will be
considered as part of the original patent. Notification of
the issuance of the certificate or order of extension will
be published in the Official Gazette of the United States
Patent and Trademark Office . Notification of theissuance
of the order granting an interim extension under 35 U.S.C.
156(d)(5), including the identity of the product currently
under regulatory review, will be published in the Official
Gazette of the United Sates Patent and Trademark Office
and in the Federal Register . No certificate of, or order
granting, an extension will be issued if the term of the
patent cannot be extended, even though the patent is
otherwise determined to be eligiblefor extension. In such
situations, the final determination made pursuant to §
1.750 will indicate that no certificate or order will issue.

[Added, 52 FR 9399, Mar. 24 1987, effective May 26, 1987;
para. (a) revised, 60 FR 25615, May 12, 1995, effective July 11, 1995;
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]

§ Multiple applications for extension of term of
1.785 the same patent or of different patentsfor the
sameregulatory review period for a product.

(a) Only one patent may be extended for aregulatory
review period for any product § 1.720 (h). If more than
one application for extension of the same patent isfiled,
the certificate of extension of patent term, if appropriate,
will beissued based upon the first filed application for
extension.

(b) If morethan one application for extensionisfiled
by a single applicant which seeks the extension of the
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term of two or more patents based upon the same
regulatory review period, and the patents are otherwise
eligiblefor extension pursuant to the requirements of this
subpart, in the absence of an election by the applicant,
the certificate of extension of patent term, if appropriate,
will beissued upon the application for extension of the
patent term having the earliest date of issuance of those
patents for which extension is sought.

(c) If an application for extension isfiled which seeks
the extension of the term of a patent based upon the same
regulatory review period as that relied upon in one or
more applications for extension pursuant to the
reguirements of this subpart, the certificate of extension
of patent term will be issued on the application only if
the patent owner or itsagent isthe holder of the regulatory
approval granted with respect to the regulatory review
period.

(d) An application for extension shall be considered
completeand formal regardless of whether it containsthe
identification of the holder of the regulatory approval
granted with respect to the regulatory review period.
When an application contains such information, or is
amended to contain such information, it will be considered
in determining whether an application is eligible for an
extension under this section. A request may be made of
any applicant to supply such information within a
non-extendable period of not less than one month
whenever multiple applications for extension of more
than one patent are received and rely upon the same
regulatory review period. Failure to provide such
information within the period for reply set shall be
regarded as conclusively establishing that the applicant
is not the holder of the regulatory approval.

(e) Determinations made under this section shall be
included in the notice of final determination of eligibility
for extension of the patent term pursuant to § 1.750 and
shall be regarded as part of that determination.

[Added, 52 FR 9399, Mar. 24 1987, effective May 26, 1987;
para. (b) amended, 54 FR 30375, July 20, 1989, effectiveAug. 22, 1989;
revised, 60 FR 25615, May 12, 1995, effective July 11, 1995; para. (d)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]
8§ Interim extension of patent term under
1.790 35 U.S.C. 156(d)(5).

(a) An owner of record of a patent or its agent who
reasonably expects that the applicable regulatory review
period described in paragraph (1)(B)(ii), (2)(B)(ii),
(3)(B)(ii), (4)(B)(ii), or (5)(B)(ii) of subsection (g) that
began for a product that is the subject of such patent may
extend beyond the expiration of the patent term in effect
may submit one or more applications for interim
extensions for periods of up to one year each. Theinitial
application for interim extension must befiled during the
period beginning 6 months and ending 15 days beforethe
patent term is due to expire. Each subsequent application
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for interim extension must be filed during the period
beginning 60 days before and ending 30 days before the
expiration of the preceding interim extension. In no event
will the interim extensions granted under this section be
longer than the maximum period of extension to which
the applicant would be entitled under 35 U.S.C. 156(c).

(b) A complete application for interim extension under
this section shall include all of the information required
for aformal application under § 1.740 and a complete
application under § 1.741. Sections (a)(1), (8)(2), (a)(4),
and (a)(6) - (a)(17) of § 1.740 and § 1.741 shall be read
inthe context of aproduct currently undergoing regulatory
review. Sections (a)(3) and (a)(5) of § 1.740 are not
applicable to an application for interim extension under
this section.

(c) The content of each subsequent interim extension
application may be limited to arequest for a subsequent
interim extension along with a statement that the
regulatory review period has not been completed along
with any materials or information required under 88 1.740
and 1.741 that are not present in the preceding interim
extension application.

[Added, 60 FR 25615, May 12, 1995, effective July 11, 1995]

§ Termination of interim extension granted prior
1.791 toregulatory approval of a product for
commercial marketing or use.

Any interim extension granted under 35 U.S.C. 156(d)(5)
terminates at the end of the 60-day period beginning on
the date on which the product involved receives
permission for commercial marketing or use. If within
that 60-day period the patent owner or its agent files an
application for extension under 88 1.740 and 1.741
including any additional information required under 35
U.S.C. 156(d)(1) not contained in the application for
interim extension, the patent shall be further extended in
accordance with the provisions of 35 U.S.C. 156.

[Added, 60 FR 25615, May 12, 1995, effective July 11, 1995]

Subpart G — Biotechnology | nvention Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

§ Biological material.
1.801

For the purposes of these regulations pertaining to the
deposit of biological material for purposes of patents for
inventions under 35 U.S.C. 101, the term biological
material shall include material that is capable of
self-replication either directly or indirectly. Representative
examples include bacteria, fungi including yeast, algae,
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protozoa, eukaryotic cells, cell lines, hybridomas,
plasmids, viruses, plant tissue cells, lichens and seeds.
Viruses, vectors, cell organelles and other non-living
material existing in and reproducible from a living cell
may be deposited by deposit of the host cell capable of
reproducing the non-living material.

[Added, 54 FR 34880, Aug. 22, 1989, effective Jan. 1, 1990]

8§ Need or opportunity to make a deposit.
1.802

(8) Where aninvention is, or relies on, abiological
material, the disclosure may include reference to adeposit
of such biological material.

(b) Biological material need not be deposited unless
access to such material is necessary for the satisfaction
of the statutory requirements for patentability under 35
U.S.C. 112. If adeposit isnecessary, it shall be acceptable
if made in accordance with these regulations. Biological
material need not be deposited, inter alia, if it isknown
and readily available to the public or can be made or
isolated without undue experimentation. Once deposited
in a depository complying with these regulations, a
biological material will be considered to be readily
available even though some requirement of law or
regulation of the United States or of the country inwhich
the depository institution is located permits access to the
material only under conditionsimposed for safety, public
health or similar reasons.

(c) The reference to abiological material in a
specification disclosure or the actua deposit of such
material by an applicant or patent owner does not create
any presumption that such material isnecessary to satisfy
35 U.S.C. 112 or that deposit in accordance with these
regulationsis or was required.

[Added, 54 FR 34880, Aug. 22, 1989, effective Jan. 1, 1990]

§ Acceptable depository.
1.803

(a) A deposit shall be recognized for the purposes of
these regulations if madein

(1) Any International Depositary Authority (IDA)
as established under the Budapest Treaty on the
International Recognition of the Deposit of
Micro-organismsfor the Purposes of Patent Procedure,
or

(2) Any other depository recognized to be suitable
by the Office. Suitability will be determined by the
Director on the basis of the administrative and technical
competence, and agreement of the depository to comply
with the terms and conditions applicable to deposits
for patent purposes. The Director may seek the advice
of impartial consultants on the suitability of a
depository. The depository must:
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(i) Have a continuous existence;

(ii) Exist independent of the control of the
depositor;

(iii) Possess the staff and facilities sufficient
to examine the viability of adeposit and store the
deposit in amanner which ensures that it is kept
viable and uncontaminated;

(iv) Provide for sufficient safety measures to
minimize the risk of losing biological material
deposited with it;

(v) Beimpartial and objective;

(vi) Furnish samples of the deposited material
in an expeditious and proper manner; and

(vii) Promptly notify depositors of itsinability
to furnish samples, and the reasons why.

(b) A depository seeking status under paragraph (a)(2)
of this section must direct acommunication to the Director
which shall:

(2) Indicate the name and address of the depository
to which the communication relates;

(2) Contain detailed information as to the capacity
of the depository to comply with the requirements of
paragraph (8)(2) of this section, including information
on itslegal status, scientific standing, staff, and
facilities;

(3) Indicate that the depository intends to be
available, for the purposes of deposit, to any depositor
under these same conditions;

(4) Where the depository intends to accept for
deposit only certain kinds of biological material, specify
such kinds;

(5) Indicate the amount of any fees that the
depository will, upon acquiring the status of suitable
depository under paragraph (8)(2) of thissection, charge
for storage, viability statements and furnishings of
samples of the deposit.

(c) A depository having status under paragraph (a)(2)
of this section limited to certain kinds of biological
material may extend such status to additional kinds of
biological material by directing acommunication to the
Director in accordance with paragraph (b) of this section.
If a previous communication under paragraph (b) of this
section is of record, items in common with the previous
communication may be incorporated by reference.

(d) Once adepository is recognized to be suitable by
the Director or has defaulted or discontinued its
performance under this section, notice thereof will be
published in the Official Gazette of the Patent and
Trademark Office.
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[Added, 54 FR 34881, Aug. 22, 1989, effective Jan. 1, 199;
paras. (a)(2) & (b)-(d) revised, 68 FR 14332, Mar. 25, 2003, effective
May 1, 2003

8§ Time of making an original deposit.
1.804

(8) Whenever abiological material is specifically
identified in an application for patent asfiled, an original
deposit thereof may be made at any time beforefiling the
application for patent or, subject to § 1.809, during
pendency of the application for patent.

(b) When the original deposit is made after the
effective filing date of an application for patent, the
applicant must promptly submit astatement from aperson
in a position to corroborate the fact, stating that the
biological material which is deposited is a biological
material specifically identified in the application asfiled.

[Added, 54 FR 34881, Aug. 22, 1989, effective Jan. 1, 1990;
para. (b) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ Replacement or supplement of deposit.
1.805

(a) A depositor, after receiving notice during the
pendency of an application for patent, application for
reissue patent or reexamination proceeding, that the
depository possessing a deposit either cannot furnish
samples thereof or can furnish samples thereof but the
deposit has become contaminated or haslost its capability
to function as described in the specification, shall notify
the Office in writing, in each application for patent or
patent affected. In such a case, or where the Office
otherwise learns, during the pendency of an application
for patent, application for reissue patent or reexamination
proceeding, that the depository possessing adeposit either
cannot furnish samples thereof or can furnish samples
thereof but the deposit has become contaminated or has
lost its capability to function as described in the
specification, the need for making a replacement or
supplemental deposit will be governed by the same
considerations governing the need for making an origina
deposit under the provisions set forth in § 1.802(b).

A replacement or supplemental deposit made during the
pendency of an application for patent shall not be accepted
unless it meets the requirements for making an original
deposit under these regulations, including the requirement
set forth under § 1.804(b). A replacement or supplemental
deposit made in connection with a patent, whether or not
made during the pendency of an application for reissue
patent or a reexamination proceeding or both, shall not
be accepted unless a certificate of correction under § 1.323
is requested by the patent owner which meets the terms
of paragraphs (b) and (c) of this section.

(b) A request for certificate of correction under this
section shall not be granted unless the certificate
identifies:
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(1) The accession number for the replacement or
supplemental deposit;

(2) The date of the deposit; and
(3) The name and address of the depository.

(c) A request for a certificate of correction under this
section shall not be granted unless the request is made
promptly after the replacement or supplemental deposit
has been made and the request:

(2) Includes a statement of the reason for making
the replacement or supplemental deposit;

(2) Includes astatement from aperson in aposition
to corroborate the fact, and stating that the replacement
or supplemental deposit is of abiological material
which isidentical to that originally deposited;

(3) Includes a showing that the patent owner acted
diligently —

(i) In the case of areplacement deposit, in
making the deposit after receiving notice that
samples could no longer be furnished from an
earlier deposit; or

(ii) In the case of a supplemental deposit, in
making the deposit after receiving notice that the
earlier deposit had become contaminated or had
lost its capability to function as described in the
specification;

(4) Includes a statement that the term of the
replacement or supplemental deposit expiresno earlier
than the term of the deposit being replaced or
supplemented; and

(5) Otherwise establishes compliance with these
regulations.

(d) A depositor’sfailureto replace adeposit, or inthe
case of apatent, to diligently replace a deposit and
promptly thereafter request a certificate of correction
which meets the terms of paragraphs (b) and (c) of this
section, after being notified that the depository possessing
the deposit cannot furnish samples thereof, shall cause
the application or patent involved to be treated in any
Office proceeding asif no deposit were made.

(e) Inthe event adeposit is replaced according to these
regulations, the Office will apply arebuttable presumption
of identity between the original and the replacement
deposit where a patent making reference to the deposit is
relied upon during any Office proceeding.

(f) A replacement or supplemental deposit made
during the pendency of an application for patent may be
made for any reason.

(9) Inno caseisareplacement or supplemental deposit
of abiological material necessary where the hiological
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material, in accordance with § 1.802(b), need not be
deposited.

(h) No replacement deposit of a biological material
is necessary where a depository can furnish samples
thereof but the depository for national security, health or
environmental safety reasonsis unableto provide samples
to requesters outside of the jurisdiction where the
depository islocated.

(i) The Office will not recognize in any Office
proceeding areplacement deposit of abiological material
made by a patent owner where the depository could
furnish samples of the deposit being replaced.

[Added, 54 FR 34881, Aug. 22, 1989, effective Jan. 1, 1990;
para. () revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

8§ Term of deposit.
1.806

A deposit made before or during pendency of an
application for patent shall be made for aterm of at least
thirty (30) years and at least five (5) years after the most
recent request for the furnishing of asample of the deposit
wasreceived by the depository. In any case, samples must
be stored under agreements that would make them
available beyond the enforceable life of the patent for
which the deposit was made.

[Added, 54 FR 34882, Aug. 22, 1989, effective Jan. 1, 1990]

8§ Viability of deposit.
1.807

(a) A deposit of biological material that is capable of
self-replication either directly or indirectly must beviable
at the time of deposit and during the term of deposit.
Viability may be tested by the depository. The test must
conclude only that the deposited material is capable of
reproduction. No evidence is necessarily required
regarding the ability of the deposited material to perform
any function described in the patent application.

(b) A viability statement for each deposit of a
biological material defined in paragraph (a) of thissection
not made under the Budapest Treaty on the International
Recognition of the Deposit of Microorganisms for the
Purposes of Patent Procedure must be filed in the
application and must contain:

(1) The name and address of the depository;
(2) The name and address of the depositor;
(3) The date of deposit;

(4) The identity of the deposit and the accession
number given by the depository;

(5) The date of the viability test;

(6) The procedures used to obtain asampleif the
test is not done by the depository; and
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(7) A statement that the deposit is capable of
reproduction.

(c) If aviahility test indicates that the deposit is not
viable upon receipt, or the examiner cannot, for scientific
or other valid reasons, accept the statement of viability
received from the applicant, the examiner shall proceed
asif no deposit has been made. The examiner will accept
the conclusion set forth in aviability statement issued by
a depository recognized under § 1.803(a).

[Added, 54 FR 34882, Aug. 22, 1989, effective Jan. 1, 1990]

§ Furnishing of samples.
1.808

(8) A deposit must be made under conditions that
assure that:

(1) Access to the deposit will be available during
pendency of the patent application making reference
to the deposit to one determined by the Director to be
entitled thereto under § 1.14 and 35 U.S.C. 122, and

(2) Subject to paragraph (b) of this section, all
restrictionsimposed by the depositor on the availability
to the public of the deposited material will be
irrevocably removed upon the granting of the patent.

(b) The depositor may contract with the depository to
require that samples of a deposited biological material
shall be furnished only if arequest for a sample, during
the term of the patent:

(2) Isinwriting or other tangible form and dated,;

(2) Containsthe name and address of the requesting
party and the accession humber of the deposit; and

(3) Iscommunicated in writing by the depository
to the depositor along with the date on which the
sample was furnished and the name and address of the
party to whom the sample was furnished.

(c) Upon request made to the Office, the Office will
certify whether a deposit has been stated to have been
made under conditions which make it available to the
public as of the issue date of the patent grant provided
the request contains:

(1) The name and address of the depository;
(2) The accession number given to the deposit;

(3) The patent number and issue date of the patent
referring to the deposit; and
(4) The name and address of the requesting party.

[Added, 54 FR 34882, Aug. 22, 1989, effective Jan. 1, 199;
para. (a)(1) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

8 Examination procedures.
1.809
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(a) The examiner shall determine pursuant to § 1.104
in each application for patent, application for reissue
patent or reexamination proceeding if adeposit isneeded,
and if needed, if adeposit actually madeis acceptablefor
patent purposes. If adeposit is needed and has not been
made or replaced or supplemented in accordance with
these regulations, the examiner, where appropriate, shall
reject the affected claims under the appropriate provision
of 35 U.S.C. 112, explaining why a deposit is needed
and/or why a deposit actually made cannot be accepted.

(b) Theapplicant for patent or patent owner shall reply
to arejection under paragraph (&) of this section by—

(1) Inthe case of an applicant for patent, either
making an acceptable original, replacement, or
supplemental deposit, or assuring the Officein writing
that an acceptable deposit will be made; or, in the case
of apatent owner, requesting a certificate of correction
of the patent which meets the terms of paragraphs (b)
and (c) of § 1.805, or

(2) Arguing why a deposit is not needed under the
circumstances of the application or patent considered
and/or why adeposit actually made should be accepted.
Other replies to the examiner’s action shall be
considered nonresponsive. The rejection will be
repeated until either paragraph (b)(1) of thissectionis
satisfied or the examiner is convinced that adeposit is
not needed.

(c) If an application for patent is otherwise in
condition for allowance except for a needed deposit and
the Office has received a written assurance that an
acceptable deposit will be made, applicant will be notified
and given aperiod of time within which the deposit must
be madein order to avoid abandonment. Thistime period
is not extendable under § 1.136(a) or (b) if set forthina
“Notice of Allowability” or in an Office action having a
mail date on or after the mail date of a“Notice of
Allowability” (see § 1.136(c)).

(d) For each deposit made pursuant to these
regulations, the specification shall contain:

(2) The accession number for the deposit;
(2) The date of the deposit;
(3) A description of the deposited biological

material sufficient to specifically identify it and to
permit examination; and

(4) The name and address of the depository.
(e) Any amendment required by paragraphs (d)(1),

(d)(2) or (d)(4) of this section must befiled before or with
the payment of the issue fee (see § 1.312).

[Added, 54 FR 34882, Aug. 22, 1989, effective Jan. 1, 1990;
paras. (b) and (c) revised and para. (€) added, 66 FR 21092, Apr. 27,
2001, effective May 29, 2001]
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APPLICATION DISCLOSURES CONTAINING
NUCLEOTIDE AND/OR AMINO ACID
SEQUENCES

8§ Nucleotide and/or amino acid sequence
1.821 disclosuresin patent applications.

(a) Nucleatide and/or amino acid sequences as used
in 88 1.821 through 1.825 are interpreted to mean an
unbranched sequence of four or more amino acids or an
unbranched sequence of ten or more nucleotides.
Branched sequences are specifically excluded from this
definition. Sequences with fewer than four specifically
defined nucleotides or amino acids are specifically
excluded from this section. “ Specifically defined” means
those amino acids other than “Xaa’ and those nucleotide
bases other than “n" defined in accordance with the World
Intellectual Property Organization (WI1PO) Handbook on
Industrial Property Information and Documentation,
Standard ST.25: Standard for the Presentation of
Nucleotide and Amino Acid Sequence Listings in Patent
Applications (1998), including Tables 1 through 6 in
Appendix 2, hereinincorporated by reference. (Hereinafter
“WIPO Standard ST.25 (1998)"). Thisincorporation by
reference was approved by the Director of the Federal
Register in accordance with 5 U.S.C. 552(a) and 1 CFR
part 51. Copies of WIPO Standard ST.25 (1998) may be
obtained from the World Intellectual Property
Organization; 34 chemin des Colombettes; 1211 Geneva
20 Switzerland. Copies may aso be inspected at the
National Archives and Records Administration (NARA).
For information on the availability of this material at
NARA, call 202-741-6030, or go to:
hipfwnerdvesopded regjseroock o ferd reyleiardil lociosind
Nucleotides and amino acids are further defined as
follows:

(1) Nucleotides: Nucleotides are intended to
embrace only those nucleotides that can be represented
using the symbols set forth in WIPO Standard ST.25
(1998), Appendix 2, Table 1. Modifications, e.g.,
methylated bases, may be described as set forth in
WIPO Standard ST.25 (1998), Appendix 2, Table 2,
but shall not be shown explicitly in the nucleotide
sequence.

(2) Amino acids: Amino acids are those L-amino
acids commonly found in naturally occurring proteins
and are listed in WIPO Standard ST.25 (1998),
Appendix 2, Table 3. Those amino acid sequences
containing D-amino acids are not intended to be
embraced by this definition. Any amino acid sequence
that contains post-trang ationally modified amino acids
may be described as the amino acid sequence that is
initially translated using the symbols shown in WIPO
Standard ST.25 (1998), Appendix 2, Table 3 with the
modified positions; e.g., hydroxylations or
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glycosylations, being described as set forth in WIPO
Standard ST.25 (1998), Appendix 2, Table 4, but these
modifications shall not be shown explicitly intheamino
acid sequence. Any peptide or protein that can be
expressed as a sequence using the symbolsin WIPO
Standard ST.25 (1998), Appendix 2, Table 3in
conjunction with a description in the Feature section
to describe, for example, modified linkages, crosslinks
and end caps, non-peptidyl bonds, etc., isembraced by
this definition.

(b) Patent applications which contain disclosures
of nucleotide and/or amino acid sequences, in
accordance with the definition in paragraph (a) of this
section, shall, with regard to the manner in which the
nucleotide and/or amino acid sequences are presented
and described, conform exclusively to the requirements
of 88 1.821 through 1.825.

(c) Patent applications which contain disclosures
of nucleotide and/or amino acid sequences must
contain, as a separate part of the disclosure, a paper or
compact disc copy (see § 1.52(g)) disclosing the
nucl eotide and/or amino acid sequences and associ ated
information using the symbols and format in
accordance with the requirements of 88 1.822 and
1.823. This paper or compact disc copy is referred to
elsewhere in this subpart as the “ Sequence Listing.”
Each sequence disclosed must appear separately inthe
“Sequence Listing.” Each sequence set forth in the
“Sequence Listing” must be assigned a separate
sequenceidentifier. The sequence identifiers must begin
with 1 and increase sequentially by integers. If no
sequence is present for a sequence identifier, the code
“000" must be used in place of the sequence. The
response for the numericidentifier <160> must include
thetotal number of SEQ ID NOs, whether followed by
a sequence or by the code “000.”

(d) Where the description or claims of a patent
application discuss a sequence that is set forth in the
“Sequence Listing” in accordance with paragraph (c)
of this section, reference must be made to the sequence
by use of the sequence identifier, preceded by “ SEQ
ID NO:" in the text of the description or claims, even
if the sequence is also embedded in the text of the
description or claims of the patent application.

(e) A copy of the* Sequence Listing” referredtoin
paragraph (c) of this section must also be submitted in
computer readable form (CRF) in accordance with the
requirements of § 1.824. The computer readable form
must be a copy of the “ Sequence Listing” and may not
be retained as a part of the patent application file. If
the computer readable form of anew application isto
beidentical with the computer readableform of another
application of the applicant on file in the Office,
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reference may be made to the other application and
computer readable form in lieu of filing a duplicate
computer readable form in the new application if the
computer readable form in the other application was
compliant with all of the requirements of this subpart.
The new application must be accompanied by aletter
making such reference to the other application and
computer readable form, both of which shall be
completely identified. In the new application, applicant
must also request the use of the compliant computer
readable “ Sequence Listing” that is already on file for
the other application and must state that the paper or
compact disc copy of the “ Sequence Listing” in the
new application isidentical to the computer readable
copy filed for the other application.

(f) In addition to the paper or compact disc copy
required by paragraph (c) of this section and the
computer readable form required by paragraph (e) of
this section, a statement that the “ Sequence Listing”
content of the paper or compact disc copy and the
computer readable copy are the same must be submitted
with the computer readableform, e.g., astatement that
“the sequence listing information recorded in computer
readable form isidentical to the written (on paper or
compact disc) sequence listing.”

(g) If any of the requirements of paragraphs (b)
through (f) of this section are not satisfied at the time
of filing under 35 U.S.C. 111(a) or at the time of
entering the national stage under 35 U.S.C. 371,
applicant will be notified and given a period of time
withinwhich to comply with such requirementsin order
to prevent abandonment of the application. Any
submission in reply to arequirement under this
paragraph must be accompanied by a statement that
the submission includes no new matter.

(h) If any of the requirements of paragraphs (b)
through (f) of this section are not satisfied at the time
of filing an international application under the Patent
Cooperation Treaty (PCT), which application isto be
searched by the United States International Searching
Authority or examined by the United States
International Preliminary Examining Authority,
applicant will be sent anoti ce necessitating compliance
with the requirements within a prescribed time period.
Any submission in reply to arequirement under this
paragraph must be accompanied by a statement that
the submission does not include matter which goes
beyond the disclosure in the international application
asfiled. If applicant failsto timely providetherequired
computer readableform, the United States International
Searching Authority shall search only to the extent that
ameaningful search can be performed without the
computer readable form and the United States
International Preliminary Examining Authority shall
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examine only to the extent that a meaningful

examination can be performed without the computer

readable form.

[Added, 55 FR 18230, May 1, 1990, effective Oct. 1, 1990;

para. (h) amended, 58 FR 9335, Jan. 14, 1993, effective May 1, 1993;
revised, 63 FR 29620, June 1, 1998, effective July 1, 1998; paras. (c),
(e), and (f) revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8, 2000
(effective date corrected, 65 FR 78958, Dec. 18, 2000); para. () revised,
70 FR 10488, Mar. 4, 2005, effective Mar. 4, 2005]

8§ Symbols and format to be used for nucleotide
1.822 and/or amino acid sequence data.

(a) The symbols and format to be used for nuclectide
and/or amino acid sequence data shall conform to the
requirements of paragraphs (b) through (e) of this section.

(b) The code for representing the nucleotide and/or
amino acid sequence characters shall conform to the code
set forth in the tables in WIPO Standard ST.25 (1998),
Appendix 2, Tables 1 and 3. Thisincorporation by
reference was approved by the Director of the Federal
Register in accordance with 5 U.S.C. 552(a) and 1 CFR
part 51. Copies of ST.25 may be obtained from the World
Intellectual Property Organization; 34 chemin des
Colombettes; 1211 Geneva 20 Switzerland. Copies may
also be inspected at the National Archives and Records
Administration (NARA). For information on the
availability of thismaterial at NARA, call 202-741-6030,
or go to:
hiphwnerd vesopeird resjderiooce of e ey ldiardly losiarghim.
No code other than that specified in these sections shall
be used in nucleotide and amino acid sequences. A
maodified base or modified or unusual amino acid may be
presented in a given sequence as the corresponding
unmodified base or amino acid if the modified base or
modified or unusua amino acid is one of those listed in
WIPO Standard ST.25 (1998), Appendix 2, Tables 2 and
4, and the modification is also set forth in the Feature
section. Otherwise, each occurrence of abase or amino
acid not appearing in WIPO Standard ST.25 (1998),
Appendix 2, Tables 1 and 3, shall belisted in agiven
sequence as“n” or “Xaa,” respectively, with further
information, as appropriate, given in the Feature section,
preferably by including one or more feature keys listed
in WIPO Standard ST.25 (1998), Appendix 2, Tables 5
and 6.

(c) Format representation of nucleotides. (1) A
nucleotide sequence shall be listed using the lower-case
letter for representing the one-letter code for the
nucleotide bases set forth in WIPO Standard ST.25 (1998),
Appendix 2, Table 1.

(2) The bases in a nucleotide sequence (including
introns) shall be listed in groups of 10 bases except in
the coding parts of the sequence. L eftover bases, fewer
than 10 in number, at the end of noncoding parts of a
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sequence shall be grouped together and separated from
adjacent groups of 10 or 3 bases by a space.

(3) The basesin the coding parts of a nucleotide
sequence shall belisted astriplets (codons). The amino
acids corresponding to the codonsin the coding parts
of a nucleotide sequence shall be typed immediately
bel ow the corresponding codons. Where acodon spans
an intron, the amino acid symbol shall be typed below
the portion of the codon containing two nucleotides.

(4) A nucleotide sequence shall be listed with a
maximum of 16 codons or 60 bases per line, with a
space provided between each codon or group of 10
bases.

(5) A nucleotide sequence shall be presented, only
by asingle strand, in the 5 to 3 direction, from left to
right.

(6) The enumeration of nucleotide bases shall start
at the first base of the sequence with number 1. The
enumeration shall be continuous through the whole
sequencein thedirection 5to 3. The enumeration shall
be marked in the right margin, next to the line
containing the one-letter codesfor the bases, and giving
the number of the last base of that line.

(7) For those nucl eotide sequencesthat are circular
in configuration, the enumeration method set forth in
paragraph (c)(6) of this section remains applicablewith
the exception that the designation of the first base of
the nucleotide sequence may be made at the option of
the applicant.

(d) Representation of amino acids. (1) The amino
acidsin aprotein or peptide sequence shall belisted using
thethree-letter abbreviation with thefirst letter asan upper
case character, asin WIPO Standard ST.25 (1998),
Appendix 2, Table 3.

(2) A protein or peptide sequence shall be listed
with amaximum of 16 amino acids per line, with a
space provided between each amino acid.

(3) An amino acid sequence shall be presented in
the amino to carboxy direction, from left to right, and
the amino and carboxy groups shall not be presented
in the sequence.

(4) The enumeration of amino acids may start at
thefirst amino acid of the first mature protein, with the
number 1. When presented, the amino acids preceding
the mature protein, e.g., pre-sequences, pro-sequences,
pre-pro-sequences and signal sequences, shall have
negative numbers, counting backwards starting with
the amino acid next to number 1. Otherwise, the
enumeration of amino acids shall start at thefirst amino
acid at the amino terminal as number 1. It shall be
marked bel ow the sequence every 5 amino acids. The
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enumeration method for amino acid sequences that is
set forth in this section remains applicable for amino
acid sequences that are circular in configuration, with
the exception that the designation of the first amino
acid of the sequence may be made at the option of the

applicant.

(5) An amino acid sequence that contains internal
terminator symbols ( e.g., “Ter”, “*”, or “.”, etc.) may
not be represented as a single amino acid sequence, but
shall be presented as separate amino acid sequences.

(e) A sequence with agap or gaps shall be presented
asaplurality of separate sequences, with separate
sequence identifiers, with the number of separate
sequences being equal in number to the number of
continuous strings of sequence data. A sequencethat is
made up of one or more noncontiguous segments of a
larger sequence or segments from different sequences
shall be presented as a separate sequence.

[Added, 55 FR 18230, May 1, 1990, effective Oct. 1, 1990;
revised, 63 FR 29620, June 1, 1998, effective, July 1, 1998; para. (b)
revised, 70 FR 10488, Mar. 4, 2005, effective Mar. 4, 2005]

8§ Requirementsfor nuclectideand/or aminoacid
1.823 sequences as part of the application.

@

() If the" SequenceListing” required by § 1.821(c)
issubmitted on paper: The " Sequence Listing,” setting
forth the nucleotide and/or amino acid sequence and
associated information in accordance with paragraph
(b) of this section, must begin on anew page and must
be titled “ Sequence Listing.” The pages of the
“Sequence Listing” preferably should be numbered
independently of the numbering of the remainder of
the application. Each page of the “ Sequence Listing”
shall contain no more than 66 lines and each line shall
contain no morethan 72 characters. The sheet or sheets
presenting a sequence listing may not include material
other than part of the sequence listing. A fixed-width
font should be used exclusively throughout the
“Sequence Listing.”

(2) If the“ Sequence Listing” required by § 1.821(c)
is submitted on compact disc: The “ Sequence Listing”
must be submitted on a compact disc in compliance
with 8§ 1.52(€). The compact disc may aso contain table
information if the application containstableinformation
that may be submitted on a compact disc (8
1.52(e)(1)(iii)). The specification must contain an
incorporation-by-reference of the Sequence Listing as
required by § 1.52(€)(5). The presentation of the
“Sequence Listing” and other materials on compact
disc under § 1.821(c) does not substitute for the
Computer Readable Form that must be submitted on
disk, compact disc, or tapein accordance with § 1.824.
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(b) The* SequenceListing” shall, except asotherwise
indicated, include the actual nucleotide and/or amino acid
)ptional (O) sequence, the numeric identifiers and their accompanying

Y. information as shown in the following table. The numeric

for example, %‘-}'/559%‘%&)& e used only in the “ Sequence Listing."

e order and presentation of theitems of informationin
S _yyyy-mm-dﬂi,e “SequenceListing” shall conform to the arrangement
cify as yyyy-giverfigel ow. Each item of information shall begin on a

new line and shall begin with the numeric identifier

Jppear on the%@ﬁ%&éﬂiﬂ?ﬁiﬂ%ﬁﬁ%ﬂ The submission of

those items of information designated with an “M” is
mapdatory. Thewb‘mlfs!on Of. thoseitems O.f 'F‘fO”T‘?‘“ on [Added, 55 FR 18230, May 1, 1990, effective Oct. 1, 1990;
designated with an *O" is optional. Numeric identifiers  reyised, 63 FR 20620, June 1, 1998, effective July 1, 1998; heading and
<110> through <170> shall only be set forth at the para. () revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8, 2000
beginning of the“ Sequence Listing.” Thefollowingtable  (effective date corrected, 65 FR 78958, Dec. 18, 2000); para. (a)(1)
I||UStI’a[eS the numeriC |dent|f|ers revised, 68 FR 38611, June 30, 2003, effective JU|y 30, 2003]
8§ Form and format for nucleotide and/or amino
1.824 acid sequence submissionsin computer
readable form.

(8) The computer readable form required by § 1.821(¢)
shall meet the following requirements:

(1) The computer readable form shall contain a
single “ Sequence Listing” as either a diskette, series
of diskettes, or other permissible media outlined in
paragraph (c) of thissection.

(2) The “Sequence Listing” in paragraph (a)(I) of
this section shall be submitted in American Standard

- codefor Information Interchange (ASCH) text. No

other formats shall be allowed

(3) The computer readable formmay be created by

" - — . any means, such asword processors, nucleotide/amino
NA fragments, the type shall be “DNA.” In addition, the combined DNA/ R | d%@%[ors’ or other custom computer

“organisms shall be further described in the <220> to <223> feature section. detailed in this section.

no acid or modified base was used in a sequence; if ORGANISM is“Artificial S?gygp%c%pp&gb%gadééa%ﬁ%%&cgg%ned

diskette media, so long as the compressed fileisin a

no acid or modified base was used in a sequence. self-extracting format that will decompress on one of
the systems described in paragraph (b) of this section.
no acid or modiified base was used in a sequence. (5) Page numbering must not appear within the
no acid or modified base was used in a sequence; if ORGANISM is “Avrtifi ci dohgaueRqagsble riawar s driapl exel s crpmined
Listing” file.
N (6) All computer readable forms must have alabel
s and/or Initials. permanently affixed thereto on which has been

hand-printed or typed: the name of the applicant, the

title of the invention, the date on which the data were
recorded on the computer readable form, the operating
system used, areference number, and an application

order (eg., “1 of X").

(b) Computer readable form submissions must meet
these format requirements:
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(1) Computer Compatibility: IBM PC/XT/AT or
Apple Macintosh;

(2) Operating System Compatibility: MS-DOS,
M S-Windows, Unix or Macintosh;

(3) Line Terminator: ASCI| Carriage Return plus
ASCII Line Feed; and

(4) Pagination: Continuousfile (no “hard page
break” codes permitted).

(c) Computer readable form files submitted may be
in any of the following media:

(1) Diskette: 3.50inch, 1.44 Mb storage; 3.50inch,
720 Kb storage; 5.25 inch, 1.2 Mb storage; 5.25 inch,
360 Kb storage.

(2) Magnetic tape: 0.5 inch, up to 24000 feet;
Density: 1600 or 6250 bits per inch, 9 track; Format:
Unix tar command; specify blocking factor (not “block
size”); Line Terminator: ASCII Carriage Return plus
ASCII Line Feed.

(3) 8mm Data Cartridge: Format: Unix tar
command; specify blocking factor (not “block size”);
Line Terminator: ASCII Carriage Return plus ASCII
Line Feed.

(4) Compact disc: Format: SO 9660 or High Sierra
Format.

(5) Magneto Optical Disk: Size/Storage
Specifications. 5.25 inch, 640 Mb.

(d) Computer readable formsthat are submitted to the
Office will not be returned to the applicant.

[Added, 55 FR 18230, May 1, 1990, effective Oct. 1, 1990;
revised, 63 FR 29620, June 1, 1998, effective July 1, 1998; revised, 65
FR 54604, Sept. 8, 2000, effective Sept. 8, 2000 (effective date corrected,
65 FR 78958, Dec. 18, 2000)]

8 Amendmentsto or replacement of sequence
1.825 listing and computer readable copy ther eof.

(a) Any amendment to a paper copy of the“ Sequence
Listing” (§ 1.821(c)) must be made by the submission of
substitute sheets and include a statement that the substitute
sheets include no new matter. Any amendment to a
compact disc copy of the* Sequence Listing” (§ 1.821(c))
must be made by the submission of areplacement compact
disc (2 copies) in compliancewith § 1.52(e). Amendments
must also be accompanied by a statement that indicates
support for the amendment in the application, asfiled,
and a statement that the replacement compact disc
includes no new matter.

(b) Any amendment to the paper or compact disc copy
of the “ Sequence Listing,” in accordance with paragraph
(a) of this section, must be accompanied by a substitute
copy of the computer readable form (8 1.821(e)) including
all previously submitted data with the amendment
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incorporated therein, accompanied by a statement that the
copy in computer readable form is the same asthe
substitute copy of the “Sequence Listing.”

(c) Any appropriate anendments to the “ Sequence
Listing” in apatent; e.g., by reason of reissue or
certificate of correction, must comply with the
reguirements of paragraphs (a) and (b) of this section.

(d) If, upon receipt, the computer readable form is
found to be damaged or unreadable, applicant must
provide, within such time as set by the Director, a
substitute copy of the datain computer readable form
accompanied by a statement that the substitute datais
identical to that originally filed.

[Added 55 FR 18230, May 1, 1990, effective Oct. 1, 1990;
revised, 63 FR 29620, June 1, 1998, effective July 1, 1998; paras. (a)
and (b) revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 8, 2000

(effective date corrected, 65 FR 78958, Dec. 18, 2000); para. (d) revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003]
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agc ttg tct ttc aaa tgg cct gga ttt tgt ttg
Ser Leu Ser pPhe Lys Trp Pro Gly Phe Cys Leu |
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Phe Vval
Subpart H — Inter Partes Reexamination of Patents

That Issued From an Original Application Filed in
the United Stateson or After November 29, 1999

PRIOR ART CITATIONS

§ Processing of prior art citationsduring an inter
1.902 partesreexamination proceeding.

Citations by the patent owner in accordance with § 1.933
and by aninter partes reexamination third party requester
under § 1.915 or § 1.948 will be entered in the inter
partes reexamination file. The entry in the patent file of
other citations submitted after the date of an order for

Isolation and Characterization of a GemexBpaipdtim pursuant to § 1.931 by persons other than

Protease from Paramecium sp.
Journal of Filctional Genes
1

4

1-7

1988-06-20

1

the patent owner, or the third party requester under either
§1.913 or § 1.948, will be delayed until theinter partes
reexamination proceeding has been concluded by the
issuance and publication of a reexamination certificate.
See § 1.502 for processing of prior art citationsin patent
and reexamination files during an ex parte reexamination

ctactetact ctactetcat ctactatett ctttggafggui%EBQJqud&Kkyé%%égéggta 60

ctettgagtc ctggagatct ctecctctcac atgtgatcgt  [fgivigd g 76756 fadca 643068, effectivg Beb. 5, 2001,

revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007]

ctgactgact ctgagatagt cgagccegta cgagaccegt cgagggtgac agagagtggg 180

REQUIREMENTSFOR INTER PARTES

cgegtgegeg cagagegeeg  cgecggtgeg  cgegegagty cgEgEbgadd | NACRRORS PROCEEDINGS

ctttegegge ageggeggeg  ctttecggeg egogecegtc cgoccctaga cctgagaggt 300

cttctettec ctectecttca ctagagaggt ctatata

§ Service of paperson partiesin inter partes
taco0Z Fegedrhinttiraty  tte 355

The pient twinesendMére thikd party requester will be

sent cobies of Office actionsissued during theinter partes
reexamination proceeding. After filing of a request for
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inter partes reexamination by athird party requester, any
document filed by either the patent owner or the third
party requester must be served on every other party inthe
reexamination proceeding in the manner provided in §
1.248. Any document must reflect service or the document
may be refused consideration by the Office. The failure
of the patent owner or the third party requester to serve
documents may result in their being refused consideration.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

8 Noticeof inter partesreexamination in Official
1.904 Gazette.

A notice of the filing of an inter partes reexamination
request will be published in the Official Gazette . The
notice published in the Official Gazette under § 1.11(c)
will be considered to be constructive notice of the inter
partes reexamination proceeding and inter partes
reexamination will proceed.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ Submission of papersby the publicin inter
1.905 partes reexamination.

Unless specifically provided for, no submissionson behalf
of any third parties other than third party requesters as
defined in 35 U.S.C. 100(e) will be considered unless
such submissions are in accordance with § 1.915 or
entered in the patent file prior to the date of the order for
reexamination pursuant to § 1.931. Submissions by third
parties, other than third party requesters, filed after the
date of the order for reexamination pursuant to § 1.931,
must meet the requirements of § 1.501 and will betreated
in accordance with § 1.902. Submissions which do not
meet the requirements of § 1.501 will be returned.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ Scope of reexamination in inter partes
1.906 reexamination proceeding.

(@) Claimsin an inter partes reexamination
proceeding will be examined on the basis of patents or
printed publications and, with respect to subject matter
added or deleted in the reexamination proceeding, on the
basis of the requirements of 35 U.S.C. 112.

(b) Claimsin an inter partes reexamination
proceeding will not be permitted to enlarge the scope of
the claims of the patent.

(c) Issues other than those indicated in paragraphs (a)
and (b) of this section will not be resolved in an inter
partes reexamination proceeding. If such issuesareraised
by the patent owner or the third party requester during a
reexamination proceeding, the existence of such issues
will be noted by the examiner in the next Office action,
inwhich case the patent owner may desireto consider the
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advisability of filing areissue application to have such
issues considered and resolved.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ Inter partesreexamination prohibited.
1.907

(a) Once an order to reexamine has been issued under
§ 1.931, neither the third party requester, nor its privies,
may file a subsequent request for inter partes
reexamination of the patent until an inter partes
reexamination certificate is issued under § 1.997, unless
authorized by the Director.

(b) Once afina decision has been entered against a
party inacivil action arising in whole or in part under 28
U.S.C. 1338 that the party has not sustained its burden of
proving invalidity of any patent claim-in-suit, then neither
that party nor its privies may thereafter request inter
partes reexamination of any such patent claim onthebasis
of issues which that party, or its privies, raised or could
have raised in such civil action, and an inter partes
reexamination requested by that party, or its privies, on
the basis of such issues may not thereafter be maintained
by the Office.

(c) If afinal decisioninan inter partesreexamination
proceeding instituted by athird party requester is
favorable to patentability of any original, proposed
amended, or new claims of the patent, then neither that
party nor its privies may thereafter request inter partes
reexamination of any such patent claims on the basis of
issueswhich that party, or itsprivies, raised or could have
raised in such inter partes reexamination proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]
8§ Persons eligibletofile, and time for filing, a
1.913 request for inter partesreexamination.

(8) Except asprovided for in § 1.907 and in paragraph
(b) of this section, any person other than the patent owner
or its privies may, at any time during the period of
enforceability of a patent which issued from an origina
application filed in the United Stateson or after November
29, 1999, filearequest for inter partes reexamination by
the Office of any claim of the patent on the basis of prior
art patents or printed publications cited under § 1.501.

(b) Any request for inter partes reexamination
submitted on or after September 16, 2012, will not be
accorded afiling date, and any such request will not be
granted.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;

revised, 68 FR 70996, Dec. 22, 2003, effective Jan. 21, 2004; revised,
76 FR 59055, Sept. 23, 2011, effective Sept. 23, 2011]

§ Content of request for inter partes
1.915 reexamination.
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(a) The request must be accompanied by the fee for
requesting inter partes reexamination set forthin

§1.20(c)(2).

(b) A request for inter partes reexamination must
include the following parts:

(1) Anidentification of the patent by patent number
and every claim for which reexamination is requested.

(2) A citation of the patents and printed publications
which are presented to provide a showing that there is
areasonable likelihood that the requester will prevail
with respect to at least one of the claims challenged in
the request.

(3) A statement pointing out, based on the cited
patents and printed publications, each showing of a
reasonable likelihood that the requester will prevail
with respect to at least one of the claims challenged in
therequest, and adetailed explanation of the pertinency
and manner of applying the patents and printed
publications to every claim for which reexamination
is requested.

(4) A copy of every patent or printed publication
relied upon or referred to in paragraphs (b)(1) through
(3) of this section, accompanied by an English language
tranglation of al the necessary and pertinent parts of
any non-English language document.

(5) A copy of the entire patent including the front
face, drawings, and specification/claims (in double
column format) for which reexamination is requested,
and a copy of any disclaimer, certificate of correction,
or reexamination certificate issued in the patent. All
copies must have each page plainly written on only one
side of a sheet of paper.

(6) A certification by the third party requester that
acopy of the request has been served in its entirety on
the patent owner at the address provided for in §
1.33(c). The name and address of the party served must
be indicated. If service was not possible, a duplicate
copy of the request must be supplied to the Office.

(7) A certification by the third party requester that
the estoppel provisions of § 1.907 do not prohibit the
inter partes reexamination.

(8) A statement identifying thereal party ininterest
to the extent necessary for a subsequent person filing
an inter partes reexamination request to determine
whether that personisaprivy.

(c) If aninter partes request isfiled by an attorney
or agent identifying another party on whose behalf the
request is being filed, the attorney or agent must have a
power of attorney from that party or be acting in a
representative capacity pursuant to § 1.34.
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(d) If the inter partesrequest doesnot includethefee
for requesting inter partes reexamination required by
paragraph (@) of this section and meet all the requirements
of paragraph (b) of this section, then the person identified
asrequesting inter partes reexamination will be so
notified and will generally be given an opportunity to
complete the request within a specified time. Failure to
comply with the notice will result in the inter partes
reexamination request not being granted afiling date, and
will result in placement of the request in the patent file
as acitation if it complies with the requirements of §
1.501.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;

para. (d) revised, 71 FR 9260, Feb. 23, 2006, effective Mar. 27, 2006;
para. (d) revised, 71 FR 44219, Aug. 4, 2006, effective Aug. 4, 2006;
para. () revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007;
paras. (b)(2) and (b)(3) revised, 76 FR 59055, Sept. 23, 2011, effective
Sept. 23, 2011]

§ Filing date of request for inter partes

1.919 reexamination.

(a) Thefiling date of arequest for inter partes
reexamination is the date on which the request satisfies
all the requirements for the request set forth in § 1.915.

(b) If the request is not granted afiling date, the
reguest will be placed in the patent file as a citation of
prior art if it complies with the requirements of § 1.501.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. (a) revised, 71 FR 9260, Feb. 23, 2006, effective Mar. 27, 2006]
8§ Examiner’s determination on therequest for
1.923 inter partesreexamination.

Within three months following the filing date of arequest
for inter partes reexamination under § 1.915, the
examiner will consider the request and determine whether
or not the request and the prior art establish areasonable
likelihood that the requester will prevail with respect to
at least one of the claims challenged in the request. The
examiner’s determination will be based on the claimsin
effect at the time of the determination, will become a part
of the official file of the patent, and will be mailed to the
patent owner at the address as provided for in § 1.33(c)
and to thethird party requester. If the examiner determines
that the request has not established areasonablelikelihood
that the requester will prevail with respect to at least one
of the challenged claims, the examiner shall refuse the
reguest and shall not order inter partes reexamination.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007; revised,
76 FR 59055, Sept. 23, 2011, effective Sept. 23, 2011]

§ Partial refund if request for inter partes
1.925 reexamination is not ordered.

Whereinter partes reexamination isnot ordered, arefund
of a portion of the fee for requesting inter partes
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reexamination will be made to the requester in accordance

with § 1.26(c).

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

8 Petition to review refusal to order inter partes
1.927 reexamination.

The third party requester may seek review by a petition
to the Director under § 1.181 within one month of the
mailing date of the examiner’s determination refusing to
order inter partes reexamination. Any such petition must
comply with § 1.181(b). If no petition is timely filed or
if the decision on petition affirms that a reasonable
likelihood that the requester will prevail with respect to
at least one of the claims challenged in the request has
not been established, the determination shall be final and
nonappeal able.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised,
76 FR 59055, Sept. 23, 2011, effective Sept. 23, 2011]

INTER PARTESREEXAMINATION OF PATENTS

8 Order for inter partesreexamination.
1.931

(a) If it isfound that there is a reasonable likelihood
that the requester will prevail with respect to at least one
of the claims challenged in the request, the determination
will include an order for inter partes reexamination of
the patent for resolution of the question of whether the
requester will prevail.

(b) If the order for inter partes reexamination resulted
from a petition pursuant to § 1.927, the inter partes
reexamination will ordinarily be conducted by an
examiner other than the examiner responsible for the
initial determination under § 1.923.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. (a) revised, 76 FR 59055, Sept. 23, 2011, effective Sept. 23, 2011]

INFORMATION DISCLOSURE ININTER PARTES
REEXAMINATION

§ Patent owner duty of disclosurein inter partes
1.933 reexamination proceedings.

(a) Each individual associated with the patent owner
inaninter partes reexamination proceeding has a duty
of candor and good faith in dealing with the Office, which
includes a duty to disclose to the Office all information
known to that individual to be material to patentability in
areexamination proceeding as set forthin § 1.555(a) and
(b). The duty to disclose all information known to be
material to patentability inaninter partes reexamination
proceeding is deemed to be satisfied by filing a paper in
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compliance with the requirements set forth in § 1.555(a)
and (b).

(b) Theresponsibility for compliance with this section
rests upon the individual s designated in paragraph (a) of
this section, and no evaluation will be made by the Office
in the reexamination proceeding as to compliance with
this section. If questions of compliance with this section
areraised by the patent owner or the third party requester
during areexamination proceeding, they will be noted as
unresolved questions in accordance with § 1.906(c).

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

OFFICE ACTIONSAND RESPONSES (BEFORE
THE EXAMINER) IN INTER PARTES
REEXAMINATION

8§ I nitial Officeaction usually accompaniesorder
1.935 for inter partesreexamination.

The order for inter partes reexamination will usually be
accompanied by theinitial Office action on the merits of
the reexamination.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

8§ Conduct of inter partesreexamination.
1.937

(a) All inter partes reexamination proceedings,
including any appealsto the Board of Patent Appealsand
Interferences, will be conducted with special dispatch
within the Office, unless the Director makes a
determination that thereis good cause for suspending the
reexamination proceeding.

(b) Theinter partes reexamination proceeding will
be conducted in accordance with 8§ 1.104 through 1.116,
the sections governing the application examination
process, and will result in the issuance of an inter partes
reexamination certificate under § 1.997, except as
otherwise provided.

(c) All communications between the Office and the
partiesto the inter partes reexamination which are
directed to the merits of the proceeding must bein writing
and filed with the Office for entry into the record of the
proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

§ Unauthorized papersin inter partes
1.939 reexamination

(a) If an unauthorized paper isfiled by any party at
any time during the inter partesreexamination proceeding
it will not be considered and may be returned.
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(b) Unless otherwise authorized, no paper shall be
filed prior to the initial Office action on the merits of the
inter partes reexamination.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]
§ Amendments by patent owner in inter partes
1.941 reexamination.

Amendments by patent owner in inter partes
reexamination proceedings are made by filing a paper in
compliance with 88 1.530(d)-(k) and 1.943.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ Requirementsof responses, written comments,
1.943 and briefsin inter partesreexamination.

(a) The form of responses, written comments, briefs,
appendices, and other papers must be in accordance with
the requirements of § 1.52.

(b) Responses by the patent owner and written
comments by the third party requester shall not exceed
50 pages in length, excluding amendments, appendices
of claims, and reference materials such as prior art
references.

(c) Appellant’s briefsfiled by the patent owner and
the third party requester shall not exceed thirty pages or
14,000 words in length, excluding appendices of claims
and reference materials such as prior art references. All
other briefsfiled by any party shall not exceed fifteen
pagesin length or 7,000 words. If the page limit for any
brief is exceeded, a certificate is required stating the
number of words contained in the brief.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ Response to Office action by patent owner in
1.945 inter partesreexamination.

(@) The patent owner will be given at least thirty days
to file aresponse to any Office action on the merits of the
inter partes reexamination.

(b) Any supplemental response to the Office action
will be entered only where the supplemental responseis
accompanied by a showing of sufficient cause why the
supplemental response should be entered. The showing
of sufficient cause must include:

(1) An explanation of how the requirements of §
1.111(a)(2)(i) are satisfied;

(2) An explanation of why the supplemental
response was not presented together with the origina
response to the Office action; and

(3) A compelling reason to enter the supplemental
response.

[Added, 65 FR 76756, Dec. 7, 2000, ffective Feb. 5, 2001;
revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007]
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§ Comments by third party requester to patent
1.947 owner’sresponsein inter partesreexamination.

Each time the patent owner files a response to an Office
action on the merits pursuant to § 1.945, a third party
requester may oncefile written commentswithin aperiod
of 30 days from the date of service of the patent owner’s
response. These comments shall belimited toissuesraised
by the Office action or the patent owner’s response. The
timefor submitting comments by the third party requester
may not be extended. For the purpose of filing the written
comments by thethird party requester, the commentswill
be considered as having been received in the Office as of
the date of deposit specified in the certificate under § 1.8.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

8§ Limitationson submission of prior art by third
1.948 party requester following the order for inter
partesreexamination.

(a) After theinter partes reexamination order, the
third party requester may only cite additional prior art as
defined under § 1.501 if it isfiled as part of a comments
submission under § 1.947 or § 1.951(b) and islimited to
prior art:

(1) which is necessary to rebut afinding of fact by
the examiner;

(2) which is necessary to rebut aresponse of the
patent owner; or

(3) which for the first time became known or
available to the third party requester after the filing of
therequest for inter partes reexamination proceeding.
Prior art submitted under paragraph (a)(3) of this
section must be accompanied by a statement asto when
theprior art first becameknown or availableto the third
party requester and must include a discussion of the
pertinency of each reference to the patentability of at
least one claim.

(b) [Reserved]
[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

§ Examiner’s Office action closing prosecution
1.949 in inter partesreexamination.

Upon consideration of the issues a second or subsequent
time, or upon a determination of patentability of all
claims, the examiner shall issue an Office action treating
al claimspresent inthe inter partesreexamination, which
may be an action closing prosecution. The Office action
shall set forth al rejections and determinations not to
make a proposed rejection, and the grounds therefor. An
Office action will not usually close prosecution if it
includes a new ground of rejection which was not
previously addressed by the patent owner, unless the new
ground was necessitated by an amendment.
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[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

8 Optionsafter Officeaction closing prosecution
1.951 in inter partesreexamination.

(a) After an Office action closing prosecution in an
inter partes reexamination, the patent owner may once
file comments limited to the issues raised in the Office
action closing prosecution. The comments can include a
proposed amendment to the claims, which amendment
will be subject to the criteria of § 1.116 as to whether or
not it shall be admitted. The comments must be filed
within the time set for response in the Office action
closing prosecution.

(b) When the patent owner doesfile comments, athird
party requester may once file commentsresponsiveto the
patent owner’'s comments within 30 days from the date
of service of patent owner’s comments on the third party
requester.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

8 Examiner’s Right of Appeal Noticein inter
1.953 partes reexamination.

(8) Upon considering the comments of the patent
owner and the third party regquester subsequent to the
Office action closing prosecution in an inter partes
reexamination, or upon expiration of the time for
submitting such comments, the examiner shall issue a
Right of Appeal Notice, unless the examiner reopens
prosecution and i ssues another Office action on the merits.

(b) Expedited Right of Appeal Notice: At any time
after the patent owner’s response to the initial Office
action onthe meritsin an inter partesreexamination, the
patent owner and all third party requesters may stipulate
that the issues are appropriate for afinal action, which
would include afina rejection and/or afinal determination
favorable to patentability, and may request the issuance
of aRight of Appeal Notice. The request must have the
concurrence of the patent owner and all third party
requesters present in the proceeding and must identify al
of the appealable issues and the positions of the patent
owner and all third party requesterson thoseissues. If the
examiner determines that no other issues are present or
should be raised, a Right of Appeal Notice limited to the
identified issues shall be issued.

(c) TheRight of Appeal Notice shall beafinal action,
which comprisesafinal rejection setting forth each ground
of rejection and/or final decision favorableto patentability
including each determination not to make a proposed
rejection, an identification of the status of each claim, and
thereasonsfor decisionsfavorableto patentability and/or
the grounds of rejection for each claim. No amendment
can be made in response to the Right of Appeal Notice.
The Right of Appeal Notice shall set a one-month time
period for either party to appeal. If no notice of appeal is
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filed, prosecution in the inter partes reexamination
proceeding will be terminated, and the Director will
proceed to issue and publish a certificate under § 1.997
in accordance with the Right of Appeal Notice.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. () revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;

paras. (b) and (c) revised, 72 FR 18892, Apr. 16, 2007, effective May
16, 2007]

INTERVIEWS PROHIBITED IN INTER PARTES
REEXAMINATION

8§ Interviews prohibited in inter partes
1.955 reexamination proceedings.

There will be no interviews in an inter partes
reexamination proceeding which discussthe merits of the
proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

EXTENSIONSOF TIME, TERMINATING OF
REEXAMINATION PROSECUTION, AND
PETITIONSTO REVIVE IN INTER PARTES
REEXAMINATION

§ Patent owner extensionsof timein inter partes
1.956 reexamination.

The time for taking any action by a patent owner in an
inter partes reexamination proceeding will be extended
only for sufficient cause and for a reasonable time
specified. Any request for such extension must be filed
on or before the day on which action by the patent owner
is due, but in no case will the mere filing of a request
effect any extension. Any reguest for such extension must
be accompanied by the petition set forthin § 1.17(g). See
§ 1.304(a) for extensions of time for filing a notice of
appea to the U.S. Court of Appeals for the Federd
Circuit.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001,
revised, 69 FR 56481, Sept. 21, 2004, effective Nov. 22, 2004]

8 Failuretofileatimely, appropriateor complete
1.957 response or comment in inter partes
reexamination.

(a) If the third party requester files an untimely or
inappropriate comment, notice of appeal or brief in an
inter partes reexamination, the paper will be refused

consideration.

(b) If no claims are found patentable, and the patent
owner failsto file atimely and appropriate response in
aninter partes reexamination proceeding, the prosecution
in the reexamination proceeding will be a terminated
prosecution and the Director will proceed to issue and
publish a certificate concluding the reexamination
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proceeding under § 1.997 in accordance with the last
action of the Office.

(c) If claimsarefound patentabl e and the patent owner
failstofileatimely and appropriate responseto any Office
actioninan inter partes reexamination proceeding,
further prosecution will be limited to the claims found
patentable at the time of the failureto respond, and to any
claims added thereafter which do not expand the scope
of the claims which were found patentable at that time.

(d) When action by the patent owner isa bona fide
attempt to respond and to advance the prosecution and is
substantially a complete response to the Office action,
but consideration of some matter or compliancewith some
requirement has been inadvertently omitted, an
opportunity to explain and supply the omission may be
given.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. (b) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
para. (b) revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007]
§ Petition to reviveinter partesreexamination
1.958 prosecution terminated for lack of patent
owner response.

(a) If aresponse by the patent owner is not timely
filed in the Office, the delay in filing such response may
be excused if it is shown to the satisfaction of the Director
that the delay was unavoidable. A grantable petition to
accept an unavoidably delayed response must befiled in
compliance with § 1.137(a).

(b) Any response by the patent owner not timely filed
in the Office may be accepted if the delay was
unintentional. A grantable petition to accept an
unintentionally delayed response must be filed in
compliance with § 1.137(b).

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;

para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
heading revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007]

APPEAL TO THE BOARD OF PATENT APPEALS
AND INTERFERENCESIN INTER PARTES
REEXAMINATION

§ Appeal in inter partesreexamination.
1.959

Appealsto the Board of Patent Appealsand Interferences
under 35 U.S.C. 134(c) are conducted according to part
41 of thistitle.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001; para
(f) added, 68 FR 70996, Dec. 22, 2003, effective Jan. 21, 2004; revised,
69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004]

§  [Reserved]

1.961 -
1.977
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8§ Return of Jurisdiction from the Board of
1.979 Patent Appealsand I nterferences; termination
of appeal proceedings.

(a) Jurisdiction over an inter partes reexamination
proceeding passes to the examiner after adecision by the
Board of Patent Appeals and Interferences upon
transmittal of the file to the examiner, subject to each
appellant’sright of appeal or other review, for such further
action as the condition of the inter partes reexamination
proceeding may require, to carry into effect the decision
of the Board of Patent Appeals and Interferences.

(b) Upon judgment in the appeal before the Board of
Patent Appealsand I nterferences, if no further appeal has
been taken (§ 1.983), the prosecution in the inter partes
reexamination proceeding will be terminated and the
Director will issue and publish a certificate under § 1.997
concluding the proceeding. If an appeal to the U.S. Court
of Appealsfor the Federal Circuit has been filed, that
appedl is considered terminated when the mandate is
issued by the Court.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;

para. (f) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;
paras. (€) & (f) revised, 68 FR 70996, Dec. 22, 2003, effective Jan. 21,
2004; revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004;
heading and para. (b) revised, 72 FR 18892, Apr. 16, 2007, effective
May 16, 2007]

8§ Reopening after afinal decision of the Board

1.981 of Patent Appeals and I nterferences.

When a decision by the Board of Patent Appeals and
Interferences on appea has become fina for judicia
review, prosecution of the inter partes reexamination
proceeding will not be reopened or reconsidered by the
primary examiner except under the provisions of § 41.77
of thistitle without the written authority of the Director,
and then only for the consideration of matters not already
adjudicated, sufficient cause being shown.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised,
69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004]

APPEAL TO THE UNITED STATES COURT OF
APPEALSFOR THE FEDERAL CIRCUIT IN
INTER PARTES REEXAMINATION

8§ Appeal to the United States Court of Appeals
1.983 for the Federal Circuit in inter partes
reexamination.

(a) The patent owner or third party requester in an
inter partes reexamination proceeding who is a party to
an appeal to the Board of Patent Appealsand I nterferences
and who is dissatisfied with the decision of the Board of
Patent Appeal s and I nterferences may, subject to §41.81,
appeal tothe U.S. Court of Appealsfor the Federal Circuit
and may be a party to any appeal thereto taken from a
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reexamination decision of the Board of Patent Appeals
and Interferences.

(b) The appellant must take the following stepsin
such an appeal:

(1) Inthe U.S. Patent and Trademark Office, timely
file awritten notice of appeal directed to the Director
in accordance with 8§ 1.302 and 1.304;

(2) Inthe U.S. Court of Appealsfor the Federal
Circuit, file a copy of the notice of appeal and pay the
fee, as provided for in the rules of the U.S. Court of
Appealsfor the Federal Circuit; and

(3) Serve acopy of the notice of appeal on every
other party in the reexamination proceeding in the
manner provided in § 1.248.

(c) If the patent owner has filed a notice of appeal to
the U.S. Court of Appealsfor the Federal Circuit, thethird
party requester may cross appeal to the U.S. Court of
Appeals for the Federal Circuit if also dissatisfied with
the decision of the Board of Patent Appeals and
Interferences.

(d) If the third party requester has filed a notice of
appeal to the U.S. Court of Appealsfor the Federal
Circuit, the patent owner may cross appeal to the U.S.
Court of Appeasfor the Federal Circuit if also dissatisfied
with the decision of the Board of Patent Appeals and
Interferences.

(e) A party electing to participate in an appellant’s
appeal must, within fourteen days of service of the
appellant’s notice of appeal under paragraph (b) of this
section, or notice of cross appeal under paragraphs (c) or
(d) of this section, take the following steps:

(1) Inthe U.S. Patent and Trademark Office, timely
file awritten notice directed to the Director electing to
participate in the appellant’s appeal to the U.S. Court
of Appealsfor the Federal Circuit by mail to, or hand
service on, the General Counsel asprovided in § 104.2;

(2) Inthe U.S. Court of Appealsfor the Federal
Circuit, file acopy of the notice electing to participate
in accordance with the rules of the U.S. Court of
Appealsfor the Federal Circuit; and

(3) Serveacopy of the notice el ecting to participate
on every other party in the reexamination proceeding
in the manner provided in § 1.248.

(f) Notwithstanding any provision of therules, in any
reexamination proceeding commenced prior to November
2, 2002, the third party requester is precluded from
appealing and cross appealing any decision of the Board
of Patent Appeals and Interferencesto the U.S. Court of
Appealsfor the Federal Circuit, and the third party
requester is precluded from participating in any appeal
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taken by the patent owner to the U.S. Court of Appeals
for the Federa Circuit.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. (8)(1) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;

revised, 68 FR 70996, Dec. 22, 2003, effective Jan. 21, 2004; para. (a)
revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007]

CONCURRENT PROCEEDINGSINVOLVING
SAME PATENT IN INTER PARTES
REEXAMINATION

8§ Notification of prior or concurrent proceedings
1.985 in inter partesreexamination.

(8) Inany inter partesreexamination proceeding, the
patent owner shall call the attention of the Office to any
prior or concurrent proceedings in which the patent is or
was involved, including but not limited to interference,
reissue, reexamination, or litigation and the results of such
proceedings.

(b) Notwithstanding any provision of the rules, any
person at any time may file apaper inan inter partes
reexamination proceeding notifying the Office of a prior
or concurrent proceedings in which the same patent is or
was involved, including but not limited to interference,
reissue, reexamination, or litigation and the results of such
proceedings. Such paper must be limited to merely
providing notice of the other proceeding without
discussion of issues of the current inter partes
reexamination proceeding. Any paper not so limited will
be returned to the sender.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

] Suspension of inter partes reexamination
1.987 proceeding dueto litigation.

If a patent in the process of inter partes reexamination
is or becomes involved in litigation, the Director shall
determine whether or not to suspend the inter partes
reexamination proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003)]
8 Merger of concurrent reexamination
1.989 proceedings.

(a) If any reexamination isordered whileaprior inter
partes reexamination proceeding is pending for the same
patent and prosecution in the prior inter partes
reexamination proceeding has not been terminated, a
decision may be made to merge the two proceedings or
to suspend one of the two proceedings. Where merger is
ordered, the merged examination will normally result in
the issuance and publication of a single reexamination
certificate under § 1.997.

(b) Aninter partes reexamination proceeding filed
under § 1.913 which is merged with an ex parte
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reexamination proceeding filed under § 1.510 will result
in the merged proceeding being governed by 8§ 1.902
through 1.997, except that the rights of any third party
requester of the ex parte reexamination shall be governed
by 88 1.510 through 1.560.
[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;

para. (a) revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007]

§ Merger of concurrent reissue application and

1.991 inter partesreexamination proceeding.

If areissue application and aninter partes reexamination
proceeding on which an order pursuant to § 1.931 has
been mailed are pending concurrently on a patent, a
decision may be made to merge the two proceedings or
to suspend one of the two proceedings. Where merger of
areissue application and an inter partes reexamination
proceeding is ordered, the merged proceeding will be
conducted in accordance with 8§88 1.171 through 1.179,
and the patent owner will be required to place and
maintain the same claims in the reissue application and
the inter partes reexamination proceeding during the
pendency of the merged proceeding. In a merged
proceeding the third party requester may participate to
the extent provided under 8§ 1.902 through 1.997 and
41.60 through 41.81, except that such participation shall
be limited to issues within the scope of inter partes
reexamination. The examiner’s actions and any responses
by the patent owner or third party requester in amerged
proceeding will apply to both the reissue application and
the inter partes reexamination proceeding and be
physically entered into both files. Any inter partes
reexamination proceeding merged with a reissue
application shall be concluded by the grant of the reissued
patent.

[Added, 65 FR 76756, Dec. 7, 2000, ffective Feb. 5, 2001;
revised, 72 FR 18892, Apr. 16, 2007, effective May 16, 2007]

§ Suspension of concurrent interference and
1.993 inter partesreexamination proceeding.

If a patent in the process of inter partes reexamination is
or becomesinvolved in an interference, the Director may
suspend theinter partes reexamination or theinterference.
The Director will not consider a request to suspend an
interference unless amotion under 8 41.121(a)(3) of this
title to suspend the interference has been presented to,
and denied by, an administrative patent judge and the
request is filed within ten (10) days of a decision by an
administrative patent judge denying the motion for
suspension or such other time as the administrative patent
judge may set.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001,
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised,
69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004]
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8§ Third party requester’s participation rights
1.995 preserved in merged proceeding.

When athird party requester isinvolved in one or more
proceedings, including an inter partes reexamination
proceeding, the merger of such proceedings will be
accomplished so asto preserve thethird party requester’s
right to participate to the extent specifically provided for
in these regulations. In merged proceedings involving
different requesters, any paper filed by one party in the
merged proceeding shall be served on al other parties of
the merged proceeding.

[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001]

REEXAMINATION CERTIFICATE IN INTER
PARTES REEXAMINATION

8§ I ssuance and publication of inter partes
1.997 reexamination certificateconcludesinter partes
reexamination proceeding.

(a) To conclude an inter partes reexamination
proceeding, the Director will issue and publish an inter
partes reexamination certificate in accordance with 35
U.S.C. 316 setting forth the results of the inter partes
reexamination proceeding and the content of the patent
following the inter partes reexamination proceeding.

(b) A certificate will be issued and published in each
patent inwhich aninter partes reexamination proceeding
has been ordered under § 1.931. Any statutory disclaimer
filed by the patent owner will be made part of the
certificate.

(c) The certificate will be sent to the patent owner at
the address as provided for in § 1.33(c). A copy of the
certificate will also be sent to the third party requester of
the inter partes reexamination proceeding.

(d) If acertificate has been issued and published which
cancels al of the claims of the patent, no further Office
proceedings will be conducted with that patent or any
reissue applicationsor any reexamination requestsrelating
thereto.

(e) If theinter partes reexamination proceeding is
terminated by the grant of areissued patent as provided
in § 1.991, the reissued patent will constitute the
reexamination certificate required by this section and 35
U.S.C. 316.

(f) A notice of the issuance of each certificate under
this section will be published in the Official Gazette.
[Added, 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 2001;
para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003;

heading and paras. (a), (b), and (d) revised, 72 FR 18892, Apr. 16, 2007,
effective May 16, 2007]
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PART -3 ASSIGNMENT, RECORDING AND RIGHTS OF
ASSIGNEE

§ 3.1 Definitions.

For purposes of this part, the following definitions shall
apply:

Application means a national application for patent, an
international patent application that designates the United
States of America, or an application to register a
trademark under section 1 or 44 of the Trademark Act,
15 U.S.C. 1051 or 15 U.S.C. 1126, unless otherwise
indicated.

Assignment means a transfer by a party of all or part of
itsright, title and interest in a patent, patent application,
registered mark or a mark for which an application to
register has been filed.

Document means a document which a party requeststo
be recorded in the Office pursuant to § 3.11 and which
affects some interest in an application, patent, or
registration.

Office means the United States Patent and Trademark
Office.

Recorded document means a document which has been
recorded in the Office pursuant to § 3.11.

Registration means a trademark registration issued by
the Office.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
revised, 69 FR 29865, May 26, 2004, effective June 25, 2004]

DOCUMENTSELIGIBLE FOR RECORDING

§ 3.11Documentswhich will be recorded.

(a) Assignments of applications, patents, and
registrations, accompanied by completed cover sheets as
specified in 88 3.28 and 3.31, will be recorded in the
Office. Other documents, accompanied by completed
cover sheets as specified in 88 3.28 and 3.31, affecting
title to applications, patents, or registrations, will be
recorded as provided in this part or at the discretion of
the Director.

(b) Executive Order 9424 of February 18, 1944 (9 FR
1959, 3 CFR 1943-1948 Comp., p. 303) requires the
severa departments and other executive agencies of the
Government, including Government-owned or
Government-controlled corporations, to forward promptly
to the Director for recording all licenses, assignments, or
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other interests of the Government in or under patents or
patent applications. Assignments and other documents
affecting title to patents or patent applications and
documents not affecting title to patents or patent
applicationsrequired by Executive Order 9424 to befiled
will be recorded as provided in this part.

(c) A joint research agreement or an excerpt of ajoint
research agreement will also be recorded as provided in
this part.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; revised,
68 FR 14332, Mar. 25, 2003, effective May 1, 2003; para. (c) added,

70 FR 1818, Jan. 11, 2005, effective Dec. 10, 2004; para. (c) revised,
70 FR 54259, Sept. 14, 2005, effective Sept. 14, 2005]

§ 3.16Assignability of trademarksprior tofiling an
allegation of use.

Before an allegation of use under either 15 U.S.C. 1051(c)
or 15U.S.C. 1051(d) isfiled, an applicant may only assign
an application to register amark under 15 U.S.C. 1051(b)
to a successor to the applicant’s business, or portion of
the business to which the mark pertains, if that business
isongoing and existing.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
revised, 64 FR 48900, Sept. 8, 1999, effective Oct. 30, 1999]

REQUIREMENTS FOR RECORDING

§ 3.2ddentification of patentsand patent
applications.

An assignment relating to a patent must identify the patent
by the patent number. An assignment relating to anational
patent application must identify the national patent
application by the application number (consisting of the
series code and the serial number, e.g. , 07/123,456). An
assignment relating to an international patent application
which designates the United States of America must
identify the international application by the international
application number (eg. , PCT/US90/01234). If an
assignment of a patent application filed under § 1.53(b)
is executed concurrently with, or subsequent to, the
execution of the patent application, but before the patent
applicationisfiled, it must identify the patent application
by the name of each inventor and thetitle of theinvention
so that there can be no mistake asto the patent application
intended. If an assignment of a provisional application
under § 1.53(c) is executed before the provisiond
application is filed, it must identify the provisional
application by the name of each inventor and the title of
the invention so that there can be no mistake as to the
provisional application intended.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
amended, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995; revised,

A-168



MANUAL OF PATENT EXAMINING PROCEDURE

62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; revised, 69 FR
29865, May 26, 2004, effective June 25, 2004]
§ 3.24Requirementsfor documentsand cover sheets
relating to patents and patent applications.

(a) For eectronic submissions: Either a copy of the
original document or an extract of the original document
may be submitted for recording. All documents must be
submitted as digitized images in Tagged Image File
Format (TI1FF) or another form as prescribed by the
Director. When printed to a paper size of either 21.6 by
27.9 cm (8 /2 inches by 11 inches) or 21.0 by 29.7 cm
(DIN size A4), the document must be legible and a2.5
cm (one-inch) margin must be present on all sides.

(b) For paper or facsimile submissions: Either acopy
of the original document or an extract of the original
document must be submitted for recording. Only one side
of each page may be used. The paper size must be either
21.6 by 27.9 cm (8 /2 inches by 11 inches) or 21.0 by
29.7 cm (DIN size A4), and in either case, a2.5cm
(one-inch) margin must be present on all sides. For paper
submissions, the paper used should be flexible, strong
white, non-shiny, and durable. The Office will not return
recorded documents, so original documents must not be
submitted for recording.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
heading revised, 64 FR 48900, Sept. 8, 1999, effective Oct. 30, 1999;

revised, 69 FR 29865, May 26, 2004, effective June 25, 2004; revised,
69 FR 29865, May 26, 2004, effective June 25, 2004]

§ 3.2Recording requirementsfor trademark
applications and registrations.

(a) Documents affecting title . To record documents
affecting title to a trademark application or registration,
alegible cover sheet (see §3.31) and one of thefollowing
must be submitted:

(1) A copy of the original document;

(2) A copy of an extract from the document
evidencing the effect on title; or

(3) A statement signed by both the party conveying
the interest and the party receiving the interest
explaining how the conveyance affectstitle.

(b) Name changes . Only alegible cover sheet is
required (See §3.31).

(c) All documents. (1) For electronic submissions:
All documents must be submitted as digitized imagesin
Tagged Image File Format (TIFF) or another form as
prescribed by the Director. When printed to a paper size
of either 21.6 by 27.9 cm (8 1/2 by 11 inches) or 21.0 by
29.7 cm (DIN sizeA4), a2.5 cm (one-inch) margin must
be present on all sides.

(2) For paper or facsimile submissions: All
documents should be submitted on white and non-shiny
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paper that is either 8 1/2 by 11 inches (21.6 by 27.9
cm) or DIN sizeA4 (21.0 by 29.7 cm) with aone-inch
(2.5 cm) margin on al sidesin either case. Only one
side of each page may be used. The Office will not
return recorded documents, so original documents
should not be submitted for recording.

[Added, 64 FR 48900, Sept. 8, 1999, effective Oct. 30, 1999;
revised, 69 FR 29865, May 26, 2004, effective June 25, 2004]

§ 3.2English language requirement.

The Office will accept and record non-English language
documentsonly if accompanied by an English translation
signed by the individual making the trand ation.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 3.2Mailing addressfor submitting documentsto
be recorded.

Documents and cover sheets submitted by mail for
recordation should be addressed to Mail Stop Assignment
Recordation Services, Director of the United States Patent
and Trademark Office, PO. Box 1450, Alexandria,
Virginia 22313-1450, unless they are filed together with
new applications.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; revised,
65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; revised, 68 FR
14332, Mar. 25, 2003, effective May 1, 2003; revised, 69 FR 29865,
May 26, 2004, effective June 25, 2004]

§ 3.2Requestsfor recording.

Each document submitted to the Office for recording must
include a single cover sheet (as specified in § 3.31)
referring either to those patent applications and patents,
or to those trademark applications and registrations,
against which the document is to be recorded. If a
document to be recorded includes interests in, or
transactionsinvolving, both patents and trademarks, then
separate patent and trademark cover sheets, each
accompanied by a copy of the document to be recorded,
must be submitted. If a document to be recorded is not
accompanied by a completed cover sheet, the document
and the incompl ete cover sheet will be returned pursuant
to 8§ 3.51 for proper completion, in which case the
document and a completed cover sheet should be
resubmitted.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
revised, 64 FR 48900, Sept. 8, 1999, effective Oct. 30, 1999; revised,
70 FR 56119, Sept. 26, 2005, effective Nov. 25, 2005]

COVER SHEET REQUIREMENTS

8 3.31Cover sheet content.
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(a) Each patent or trademark cover sheet required by
§ 3.28 must contain:

(1) The name of the party conveying the interest;

(2) The name and address of the party receiving
the interest;

(3) A description of the interest conveyed or
transaction to be recorded;

(4) Identification of the interests involved:

(i) For trademark assignments and trademark
name changes: Each trademark registration
number and each trademark application number,
if known, against which the Officeisto record the
document. If the trademark application number is
not known, a copy of the application or a
reproduction of the trademark must be submitted,
along with an estimate of the date that the Office
received the application; or

(it) For any other document affecting title to
atrademark or patent application, registration or
patent: Each trademark or patent application
number or each trademark registration number or
patent against which the document isto be
recorded, or an indication that the document is
filed together with a patent application;

(5) The name and address of the party to whom
correspondence concerning the request to record the
document should be mailed;

(6) The date the document was executed;

(7) The signature of the party submitting the
document. For an assignment document or name change
filed electronically, the person who signs the cover
sheet must either:

(i) Place a symbol comprised of letters,
numbers, and/or punctuation marks between
forward dlash marks( e.g. /ThomasO’'Malley 111/)
in the signature block on the electronic
submission; or

(i) Signthe cover sheet using some other form
of electronic signature specified by the Director.

(8) For trademark assignments, the entity and
citizenship of the party receiving the interest. In
addition, if the party receiving theinterest isadomestic
partnership or domestic joint venture, the cover sheet
must set forth the names, legal entities, and national
citizenship (or the state or country of organization) of
al general partners or active members that compose
the partnership or joint venture.

(b) A cover sheet should not refer to both patents and
trademarks, since any information, including information
about pending patent applications, submitted with a
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request for recordation of adocument against atrademark
application or trademark registration will become public
record upon recordation.

(c) Each patent cover sheet required by § 3.28 seeking
to record agovernmental interest as provided by § 3.11(b)
must:

(1) Indicate that the document relatesto a
Government interest; and

(2) Indicate, if applicable, that the document to be
recorded is not adocument affecting title (see §
3.41(b)).

(d) Each trademark cover sheet required by § 3.28
seeking to record a document against a trademark
application or registration should include, in addition to
the serial number or registration number of the trademark,
identification of the trademark or a description of the
trademark, against which the Office isto record the
document.

(e) Each patent or trademark cover sheet required by
§ 3.28 should contain the number of applications, patents
or registrations identified in the cover sheet and the total
fee.

(f) Each trademark cover sheet should include the
citizenship of the party conveying the interest.

(g) The cover sheet required by § 3.28 seeking to
record ajoint research agreement or an excerpt of ajoint
research agreement as provided by § 3.11(c) must:

(2) Identify the document as a“joint research
agreement” (in the space provided for the description
of the interest conveyed or transaction to be recorded
if using an Office-provided form);

(2) Indicate the name of the owner of the
application or patent (in the space provided for the
name and address of the party receiving the interest if
using an Office-provided form);

(3) Indicate the name of each other party to thejoint
research agreement party (in the space provided for the
name of the party conveying the interest if using an
Office-provided form); and

(4) Indicate the date the joint research agreement
was executed.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
para. (c) added, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997;
paras. (a)-(b) revised, paras. (d)-(€) added, 64 FR 48900, Sept. 8, 1999,
effective Oct. 30, 1999; para. (a)(7) deleted and para. (a)(8) redesignated
as para. (8)(7), 67 FR 79520, Dec. 30, 2002, effective Dec. 30, 2002;
paras. (8)(7) & (c)(1) revised and para. (f) added, 69 FR 29865, May
26, 2004, effective June 25, 2004; para (g) added, 70 FR 1818, Jan. 11,
2005, effective Dec. 10, 2004; para. (a)(7)(i) revised, 70 FR 56119,
Sept. 26, 2005, effective Nov. 25, 2005; para. (a)(8) added and para. (f)
revised, 73 FR 67759, Nov. 17, 2008, effective Jan. 16, 2009]

8 3.34Correction of cover sheet errors.
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(8) An error in acover sheet recorded pursuant to
§ 3.11 will be corrected only if:

(1) The error is apparent when the cover sheet is
compared with the recorded document to which it
pertains and

(2) A corrected cover sheet isfiled for recordation.

(b) The corrected cover sheet must be accompanied
by a copy of the document originally submitted for
recording and by the recording fee as set forthin § 3.41.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
para. (b) revised, 69 FR 29865, May 26, 2004, effective June 25, 2004]

FEES

§ 3.41Recording fees.

(a) All requests to record documents must be
accompanied by the appropriate fee. Except as provided
in paragraph (b) of this section, afeeisrequired for each
application, patent and registration against which the
document isrecorded asidentified in the cover sheet. The
recording feeissetin § 1.21(h) of thischapter for patents
and in § 2.6(b)(6) of this chapter for trademarks.

(b) No feeisrequired for each patent application and
patent against which a document required by Executive
Order 9424 isto befiled if:

(1) The document does not affect title and is so
identified in the cover sheet (see § 3.31(c)(2)); and

(2) The document and cover sheet are either: Faxed
or electronically submitted as prescribed by the
Director, or mailed to the Officein compliance with §
3.27.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;

revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (a)
amended, 63 FR 48081, Sept. 9, 1998, effective October 9, 1998; para.

(a) corrected, 63 FR 52158, Sept. 10, 1998; para. (b)(2) revised, 69 FR
29865, May 26, 2004, effective June 25, 2004]

DATE AND EFFECT OF RECORDING

§ 3.5IRecording date.

The date of recording of a document is the date the
document meeting the requirementsfor recording set forth
inthis part isfiled in the Office. A document which does
not comply with the identification requirements of § 3.21
will not be recorded. Documents not meeting the other
requirements for recording, for example, a document
submitted without acompleted cover sheet or without the
required fee, will be returned for correction to the sender
where acorrespondence addressisavailable. Thereturned
papers, stamped with the original date of receipt by the
Office, will be accompanied by aletter which will indicate
that if the returned papers are corrected and resubmitted
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to the Office within the time specified in the letter, the
Office will consider the origina date of filing of the
papers as the date of recording of the document. The
procedure set forth in 8 1.8 or § 1.10 of this chapter may
be used for resubmissions of returned papers to have the
benefit of the date of deposit in the United States Postal
Service. If the returned papers are not corrected and
resubmitted within the specified period, the date of filing
of the corrected papers will be considered to be the date
of recording of the document. The specified period to
resubmit the returned papers will not be extended.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 3.54ffect of recording.

The recording of a document pursuant to § 3.11 isnot a
determination by the Office of the validity of the
document or the effect that document has on the title to
an application, apatent, or aregistration. When necessary,
the Office will determine what effect a document has,
including whether a party has the authority to take an
action in a matter pending before the Office.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992]
§ 3.56Conditional assignments.

Assignments which are made conditiona on
the performance of certain acts or events, such as the
payment of money or other condition subsequent, if
recorded in the Office, are regarded as absolute
assignments for Office purposes until cancelled with the
written consent of all parties or by the decree of a court
of competent jurisdiction. The Office does not determine
whether such conditions have been fulfilled.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992]
§ 3.5850vernmental registers.

(8) The Office will maintain a Departmental Register
to record governmental interests required to be recorded
by Executive Order 9424. This Departmental Register
will not be open to public inspection but will be available
for examination and inspection by duly authorized
representatives of the Government. Governmental interests
recorded on the Departmental Register will be available
for public inspection as provided in § 1.12.

(b) The Office will maintain a Secret Register to
record governmental interests required to be recorded by
Executive Order 9424. Any instrument to be recorded
will be placed on this Secret Register at the request of the
department or agency submitting the same. No
information will be given concerning any instrument in
such record or register, and no examination or inspection
thereof or of the index thereto will be permitted, except
on the written authority of the head of the department or
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agency which submitted the instrument and requested
secrecy, and the approval of such authority by the
Director. No instrument or record other than the one
specified may be examined, and the examination must
take place in the presence of adesignated official of the
Patent and Trademark Office. When the department or
agency which submitted an instrument no longer requires
secrecy with respect to that instrument, it must be recorded
anew in the Departmental Register.

[Added, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997;
para. (b) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

DOMESTIC REPRESENTATIVE

§ 3.6IDomestic representative.

If the assignee of a patent, patent application, trademark
application or trademark registration is not domiciled in
the United States, the assignee may designate a domestic
representative in a document filed in the United States
Patent and Trademark Office. The designation should
state the name and address of aperson residing within the
United States on whom may be served process or notice
of proceedings affecting the application, patent or
registration or rights thereunder.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
revised, 67 FR 79520, Dec. 30, 2002, effective Dec. 30, 2002]

ACTION TAKEN BY ASSIGNEE

§ 3.71Prosecution by assignee.

(a) Patents—conducting of prosecution. One or more
assignees as defined in paragraph (b) of this section may,
after becoming of record pursuant to paragraph (c) of this
section, conduct prosecution of a national patent
application or areexamination proceeding to the exclusion
of either theinventive entity, or the assigneg(s) previously
entitled to conduct prosecution.

(b) Patents — assignee(s) who can prosecute. The
assignee(s) who may conduct either the prosecution of a
national application for patent or a reexamination
proceeding are:

(1) Asingleassignee. An assignee of the entire
right, title and interest in the application or patent being
reexamined who is of record, or

(2) Partial assignee(s) together or with inventor(s).
All partial assignees, or al partial assignees and
inventors who have not assigned their right, title and
interest in the application or patent being reexamined,
who together own the entire right, title and interest in
the application or patent being reexamined. A partial
assignee is any assignee of record having less than the
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entireright, title and interest in the application or patent
being reexamined.

(c) Patents — Becoming of record. An assignee
becomes of record either in a national patent application
or areexamination proceeding by filing a statement in
compliance with § 3.73(b) that is signed by a party who
is authorized to act on behalf of the assignee.

(d) Trademarks . The assignee of atrademark
application or registration may prosecute a trademark
application, submit documents to maintain a trademark
registration, or file papers against athird party inreliance
on the assignee's trademark application or registration,
to the exclusion of the original applicant or previous
assignee. The assignee must establish ownership in
compliance with 8§ 3.73(b).

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000]

§ 3.7Establishing right of assignee to take action.

(a) Theinventor is presumed to be the owner of a
patent application, and any patent that may issue
therefrom, unless there is an assignment. The original
applicant is presumed to be the owner of atrademark
application or registration, unlessthere is an assignment.

(b)

(1) In order to request or take action in a patent or
trademark matter, the assignee must establish its
ownership of the patent or trademark property of
paragraph (@) of this section to the satisfaction of the
Director. The establishment of ownership by the
assignee may be combined with the paper that requests
or takes the action. Ownership is established by
submitting to the Office a signed statement identifying
the assignee, accompanied by either:

(i) Documentary evidence of achain of title
fromtheorigina owner to the assignee (e.g. , copy
of an executed assignment). For trademark matters
only, the documents submitted to establish
ownership may be required to be recorded
pursuant to § 3.11 in the assignment records of
the Office asacondition to permitting the assignee
to take action in a matter pending before the
Office. For patent matters only, the submission of
the documentary evidence must be accompanied
by a statement affirming that the documentary
evidence of the chain of title from the original
owner to the assigneewas or concurrently isbeing
submitted for recordation pursuant to § 3.11; or

(i) A statement specifying where documentary
evidence of achain of titlefrom the original owner
to the assignee is recorded in the assignment
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records of the Office ( eg., reel and frame
number).

(2) The submission establishing ownership must
show that the person signing the submissionisaperson
authorized to act on behalf of the assignee by:

(i) Including a statement that the person
signing the submission is authorized to act on
behalf of the assignee; or

(i) Being signed by a person having apparent
authority to sign on behalf of the assignee, e.g.,
an officer of the assignee.

(c) For patent matters only:

(1) Establishment of ownership by the assignee
must be submitted prior to, or at the sametime as, the
paper requesting or taking action is submitted.

(2) If the submission under this sectionis by an
assignee of less than the entire right, title and interest,
such assignee must indicate the extent (by percentage)
of its ownership interest, or the Office may refuse to
accept the submission as an establishment of ownership.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;

para. (b) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997,
revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (b)(1)

revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; para.
(b)(1)(i) revised, 70 FR 56119, Sept. 26, 2005, effective Nov. 25, 2005.]

ISSUANCE TO ASSIGNEE

§ 3.81ssueof patent to assignee.

(@) With payment of theissue fee: An application
may issue in the name of the assignee consistent with the
application’sassignment where arequest for such issuance
is submitted with payment of the issue fee, provided the
assignment has been previously recorded in the Office.
If the assignment has not been previously recorded, the
request must state that the document has been filed for
recordation as set forth in § 3.11.

(b) After payment of the issue fee : Any request for
issuance of an application in the name of the assighee
submitted after the date of payment of the issue fee, and
any request for a patent to be corrected to state the name
of the assighee, must state that the assignment was
submitted for recordation as set forth in § 3.11 before
issuance of the patent, and must include arequest for a
certificate of correction under § 1.323 of this chapter
(accompanied by the fee set forth in § 1.20(a)) and the
processing fee set forth in 8 1.17 (i) of this chapter.

(c) Partial assignees. (1) If one or more assignee,
together with one or moreinventor, holdsthe entireright,
title, and interest in the application, the patent may issue
in the names of the assignee and the inventor.
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(2) If multiple assignees hold the entire right, title,
and interest to the exclusion of al theinventors, the
patent may issuein the names of the multiple assignees.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992;

amended, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995; revised,

65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; revised, 69 FR
29865, May 26, 2004, effective June 25, 2004]

§ 3.89ssueof registration to assignee.

The certificate of registration may be issued to the
assignee of the applicant, or in a new name of the
applicant, provided that the party files a written request
in the trademark application by the time the application
is being prepared for issuance of the certificate of
registration, and the appropriate document isrecorded in
the Office. If the assignment or name change document
has not been recorded in the Office, then the written
request must state that the document has been filed for
recordation. The address of the assignee must be made
of record in the application file.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4, 1992]

PART -4 COMPLAINTSREGARDING INVENTION
PROMOTERS

§ 4.1 Complaints Regarding Invention Promoters.

These regulations govern the Patent and Trademark
Office’'s (Office) responsibilities under the Inventors
RightsAct of 1999, which can befoundinthe U.S. Code
at 35 U.S.C. 297. The Act requires the Office to provide
a forum for the publication of complaints concerning
invention promoters. The Office will not conduct any
independent investigation of the invention promoter.
Although the Act provides additional civil remedies for
persons injured by invention promoters, those remedies
must be pursued by the injured party without the
involvement of the Office.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28, 2000]
§ 4.2 Definitions.

(a) Invention Promoter means any person, firm,
partnership, corporation, or other entity who offersto
perform or performsinvention promation servicesfor, or
on behalf of, acustomer, and who holdsitself out through
advertising in any mass mediaas providing such services,
but does not include—

(1) Any department or agency of the Federal
Government or of a State or local government;

(2) Any nonprofit, charitable, scientific, or
educational organization qualified under applicable

State law or described under section 170(b)(1)(A) of
the Internal Revenue Code of 1986;
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(3) Any person or entity involved in the evaluation
to determine commercial potential of, or offering to
license or sell, a utility patent or a previoudly filed
nonprovisional utility patent application;

(4) Any party participating in a transaction
involving the sale of the stock or assets of abusiness;
or

(5) Any party who directly engagesin the business
of retail sales of productsor the distribution of products.

(b) Customer means any individual who enters into
acontract with an invention promoter for invention
promotion services.

(c) Contract for Invention Promotion Services means
acontract by which an invention promoter undertakes
invention promotion services for a customer.

(d) Invention Promotion Services meansthe
procurement or attempted procurement for a customer of
afirm, corporation, or other entity to develop and market
products or services that include the invention of the
customer.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28, 2000]
§ 4.3 Submitting Complaints.

(a) A person may submit a complaint concerning an
invention promoter with the Office. A person submitting
acomplaint should understand that the complaint may be
forwarded to the invention promoter and may become
publicly available. The Office will not accept any
complaint that requests that it be kept confidential.

(b) A complaint must be clearly marked, or otherwise
identified, asacomplaint under theserules. The complaint
must include:

(1) The name and address of the complainant;

(2) The name and address of the invention
promoter;

(3) The name of the customer;

(4) The invention promotion services offered or
performed by the invention promoter;

(5) The name of the mass mediain which the
invention promoter advertised providing such services,

(6) An explanation of the relationship between the
customer and the invention promoter, and

(7) A signature of the complainant.

(c) The complaint should fairly summarize the action
of the invention promoter about which the person
complains. Additionally, the complaint should include
names and addresses of persons believed to be associated
with theinvention promoter. Complaints, and any replies,

Rev. 9, August 2012

must be addressed to: Mail Stop 24, Commissioner for
Patents, PO. Box 1450, Alexandria, Virginia22313-1450.

(d) Complaints that do not provide the information
reguested in paragraphs (b) and (c) of this section will be
returned. If complainant’s addressis not provided, the
complaint will be destroyed.

() No originals of documents should beincluded with
the complaint.

(f) A complaint can be withdrawn by the complainant
or the named customer at any time prior to its publication.

[Para. (c) revised, 68 FR 14332, Mar. 25, 2003, effective May
1, 2003]

§ 4.4 Invention Promoter Reply.

(a) If asubmission appears to meet the requirements
of acomplaint, the invention promoter named in the
complaint will be notified of the complaint and given 30
daysto respond. The invention promoter’s response will
be made available to the public along with the complaint.
If the invention promoter fails to reply within the 30-day
time period set by the Office, the complaint will be made
available to the public. Replies sent after the complaint
is made available to the public will also be published.

(b) A response must be clearly marked, or otherwise
identified, as aresponse by an invention promoter. The
response must contain:

(1) The name and address of the invention
promoter;

(2) A reference to a complaint forwarded to the
invention promoter or a complaint previously
published;

(3) Thenameof theindividua signing the response;
and

(4) Thetitle or authority of the individual signing
the response.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28, 2000]
§ 4.5 Notice by Publication.

If the copy of the complaint that is mailed to theinvention
promoter is returned undelivered, then the Office will
publish a Notice of Complaint Received in the Official
Gazette, the Federal Register, or on the Office’s Internet
home page. Theinvention promoter will be given 30 days
from such noticeto submit areply to the complaint. If the
Office does not receive a reply from the invention
promoter within 30 days, the complaint alonewill become
publicly available.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28, 2000]
§ 4.6 Attorneysand Agents.
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Complaintsagainst registered patent attorneys and agents
will not be treated under this section, unless a complaint
fairly demonstrates that invention promotion servicesare
involved. Persons having complaints about registered
patent attorneys or agents should contact the Office of
Enrollment and Discipline at Mail Stop OED, Director
of the United States Patent and Trademark Office, PO
Box 1450, Alexandria, Virginia 22313-1450, and the
attorney discipline section of the attorney’s state licensing
bar if an attorney isinvolved.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan.28, 2000;
revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003]

PART -5 SECRECY OF CERTAIN INVENTIONSAND
LICENSESTO EXPORT AND FILE APPLICATIONSIN
FOREIGN COUNTRIES

SECRECY

§ 5.1 Applications and correspondence involving
national security.

(a) All correspondence in connection with this part,
including petitions, should be addressed to: Mail Stop
L&R, Commissioner for Patents, PO. Box 1450,
Alexandria, Virginia 22313-1450.

(b) Application as used in this part includes
provisional applications filed under 35 U.S.C. 111(b) (8
1.9(a)(2) of this chapter), nonprovisional applications
filed under 35 U.S.C. 111(a) or entering the national stage
from an international application after compliance with
35U.S.C. 371 (8 1.9(a)(3)), or international applications
filed under the Patent Cooperation Treaty prior to entering
the national stage of processing (§ 1.9(b)).

(c) Patent applications and documentsrel ating thereto
that are national security classified (see 8 1.9(i) of this
chapter) and contain authorized national security markings
(eg., “Confidential,” “Secret” or “Top Secret”) are
accepted by the Office. National security classified
documentsfiled in the Office must be either hand-carried
to Licensing and Review or mailed to the Officein
compliance with paragraph (a) of this section.

(d) The applicant in anational security classified
patent application must obtain a secrecy order pursuant
to § 5.2(a). If anational security classified patent
application is filed without a notification pursuant to 8
5.2(a), the Office will set atime period within which
either the application must be declassified, or the
application must be placed under asecrecy order pursuant
to § 5.2(a), or the applicant must submit evidence of a
good faith effort to obtain a secrecy order pursuant to 8
5.2(a) from the relevant department or agency in order to
prevent abandonment of the application. If evidence of a
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good faith effort to obtain a secrecy order pursuant to §
5.2(a) from the relevant department or agency issubmitted
by the applicant within the time period set by the Office,
but the application has not been declassified or placed
under a secrecy order pursuant to 8 5.2(a), the Office will
again set atime period within which either the application
must be declassified, or the application must be placed
under asecrecy order pursuant to § 5.2(a), or the applicant
must submit evidence of agood faith effort to again obtain
asecrecy order pursuant to § 5.2(a) from the relevant
department or agency in order to prevent abandonment
of the application.

(e) An application will not be published under § 1.211
of this chapter or allowed under § 1.311 of this chapter
if publication or disclosure of the application would be
detrimental to national security. An application under
national security review will not be published at least until
six months from its filing date or three months from the
date the application was referred to a defense agency,
whichever islater. A national security classified patent
application will not be published under § 1.211 of this
chapter or allowed under § 1.311 of this chapter until the
application is declassified and any secrecy order under §
5.2(a) has been rescinded.

(f) Applications on inventions made outside the United
States and on inventions in which aU.S. Government
defense agency has a property interest will not be made
available to defense agencies.

[43 FR 20470, May 11, 1978; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997; revised, 65 FR 54604, Sept. 8, 2000,
effective Nov. 7, 2000; para. (€) revised, 65 FR 57024, Sept. 20, 2000,
effective Nov. 29, 2000; para. (a) revised, 68 FR 14332, Mar. 25, 2003,

effective May 1, 2003; para. (a) revised, 69 FR 29865, May 26, 2004,
effective June 25, 2004]

§ 5.2 Secrecy order.

(8) When notified by the chief officer of a defense
agency that publication or disclosure of the invention by
the granting of a patent would be detrimental to the
national security, an order that the invention be kept secret
will beissued by the Commissioner for Patents.

(b) Any request for compensation as provided in
35 U.S.C. 183 must not be made to the Patent and
Trademark Office, but directly to the department or
agency which caused the secrecy order to be issued.

(c) An application disclosing any significant part of
the subject matter of an application under a secrecy order
pursuant to paragraph (@) of this section also falls within
the scope of such secrecy order. Any such application
that is pending before the Office must be promptly
brought to the attention of Licensing and Review, unless
such application isitself under a secrecy order pursuant
to paragraph (a) of this section. Any subsequently filed
application containing any significant part of the subject
matter of an application under a secrecy order pursuant
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to paragraph (@) of this section must either be hand-carried
to Licensing and Review or mailed to the Officein
compliance with 8 5.1(a).

[24 FR 10381, Dec. 22, 1959; para. (b) revised, paras. (c) and
(d) removed, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para.
(c) added, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 2000; para. (a)

revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; revised,
69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004]

§ 5.3 Prosecution of application under secrecy
orders; withholding patent.

Unless specifically ordered otherwise, action on the
application by the Office and prosecution by the applicant
will proceed during the time an application is under
secrecy order to the point indicated in this section:

(a) National applications under secrecy order which
cometo afinal reection must be appealed or otherwise
prosecuted to avoid abandonment. Appealsin such cases
must be completed by the applicant but unless otherwise
specifically ordered by the Commissioner for Patentswill
not be set for hearing until the secrecy order is removed.

(b) Aninterference will not be declared involving a
national application under secrecy order. An applicant
whose application is under secrecy order may suggest an
interference (8 41.202(a) of thistitle), but the Office will
not act on the request while the application remains under
a secrecy order.

(c) When the national application isfound to bein
condition for allowance except for the secrecy order the
applicant and the agency which caused the secrecy order
to be issued will be notified. This notice (which isnot a
notice of allowance under § 1.311 of this chapter) does
not require reply by the applicant and places the national
application in a condition of suspension until the secrecy
order isremoved. When the secrecy order isremoved the
Patent and Trademark Office will issue a notice of
allowance under § 1.311 of this chapter, or take such other
action as may then be warranted.

(d) International applicationsunder secrecy order will
not be mailed, delivered, or otherwise transmitted to the
international authorities or the applicant. International
applications under secrecy order will be processed up to
the point where, if it were not for the secrecy order, record
and search copieswould betransmitted to theinternational
authorities or the applicant.

[43 FR 20470, May 11, 1978; amended 43 FR 28479, June 30,
1978; para. (b) amended 53 FR 23736, June 23, 1988, effective Sept.
12, 1988; para. () revised, 62 FR 53131, Oct. 10, 1997, effective Dec.

1, 1997; para. (a) revised, 68 FR 14332, Mar. 25, 2003, effective May
1, 2003; revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004]

§ 5.4 Petition for rescission of secrecy order.

(a) A petition for rescission or removal of a secrecy
order may be filed by, or on behalf of, any principal
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affected thereby. Such petition may bein letter form, and
it must bein duplicate.

(b) The petition must recite any and all facts that
purport to render the order ineffectual or futileif thisis
the basis of the petition. When prior publications or
patents are alleged the petition must give complete data
asto such publications or patents and should be
accompanied by copies thereof.

(c) The petition must identify any contract between
the Government and any of the principals under which
the subject matter of the application or any significant
part thereof was devel oped or to which the subject matter
is otherwise related. If there is no such contract, the
petition must so state.

(d) Appeal to the Secretary of Commerce, asprovided
by 35 U.S.C. 181, from a secrecy order cannot be taken
until after a petition for rescission of the secrecy order
has been made and denied. Appea must be taken within
sixty days from the date of the denial, and the party
appealing, as well as the department or agency which
caused the order to be issued, will be notified of thetime
and place of hearing.

[24 FR 10381, Dec. 22, 1959; paras. (a) and (d) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; revised, 69 FR 49959,
Aug. 12, 2004, effective Sept. 13, 2004]
8§ 5.5 Permit to disclose or modification of secrecy
order.

(a) Consent to disclosure, or to thefiling of an
application abroad, as provided in 35 U.S.C. 182, shall
be made by a“permit” or “modification” of the secrecy
order.

(b) Petitions for a permit or modification must fully
recite the reason or purpose for the proposed disclosure.
Where any proposed disclose is known to be cleared by
a defense agency to receive classified information,
adequate explanation of such clearance should be made
in the petition including the name of the agency or
department granting the clearance and the date and degree
thereof. The petition must be filed in duplicate.

(c) In apetition for modification of asecrecy order to
permit filing abroad, al countriesin whichit is proposed
to file must be made known, aswell as al attorneys,
agents and othersto whom the material will be consigned
prior to being lodged in the foreign patent office. The
petition should include a statement vouching for the
loyalty and integrity of the proposed disclosees and where
their clearance status in this or the foreign country is
known all details should be given.

(d) Consent to the disclosure of subject matter from
one application under secrecy order may be deemed to
be consent to the disclosure of common subject matter in
other applications under secrecy order so long as the
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subject matter is not taken out of context in a manner
disclosing material beyond the modification granted in
thefirst application.

(e) Organizations requiring consent for disclosure of
applications under secrecy order to persons or
organizations in connection with repeated routine
operation may petition for such consent in the form of a
general permit. To be successful such petitions must
ordinarily recite the security clearance status of the
disclosees as sufficient for the highest classification of
material that may be involved.

[24 FR 10381, Dec. 22, 1959; paras. (b) and (€) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

8§ 5.6 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 5.7 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 5.8 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

LICENSES FOR FOREIGN EXPORTING AND
FILING

§ 5.11 icensefor filing in aforeign country an
application on an invention madein the United
Statesor for transmitting international
application.

(a8 A licensefrom the Commissioner for Patents under
35 U.S.C. 184 isrequired before filing any application
for patent including any modifications, amendments, or
supplements thereto or divisions thereof or for the
registration of autility model, industrial design, or model,
in aforeign patent office or any foreign patent agency or
any international agency other than the United States
Receiving Office, if theinvention was madein the United
States and:

(1) An application on the invention has been filed
in the United States less than six months prior to the
date on which the application isto befiled, or

(2) No application on the invention has been filed
in the United States.

(b) The license from the Commissioner for Patents
referred to in paragraph (a) would also authorize the
export of technical data abroad for purposes relating to
the preparation, filing or possible filing and prosecution
of aforeign patent application without separately
complying with theregulations contained in 22 CFR parts
121 through 130 (International Traffic in Arms
Regulations of the Department of State), 15 CFR parts
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730-774 (Regulations of the Bureau of Industry and
Security, Department of Commerce) and 10 CFR part 810
(Foreign Atomic Energy Programs of the Department of
Energy).

(c) Where technical datain the form of a patent
application, or in any form, are being exported for
purposesrelated to the preparation, filing or possiblefiling
and prosecution of aforeign patent application, without
the license from the Commissioner for Patents referred
toin paragraphs (a) or (b) of this section, or on an
invention not made in the United States, the export
regulations contained in 22 CFR parts 120 through 130
(International Traffic in Arms Regulations of the
Department of State), 15 CFR parts 730-774 (Bureau of
Industry and Security Regulations, Department of
Commerce) and 10 CFR part 810 (Assistance to Foreign
Atomic Energy Activities Regulations of the Department
of Energy) must be complied with unless alicenseis not
reguired because a United States application was on file
at the time of export for at least six months without a
secrecy order under 8 5.2 being placed thereon. Theterm
“exported” means export asit is defined in 22 CFR part
120, 15 CFR part 734 and activities covered by 10 CFR
part 810.

(d) If asecrecy order has been issued under § 5.2, an
application cannot be exported to, or filed in, aforeign
country (including an international agency in aforeign
country), except in accordance with § 5.5.

(e) No license pursuant to paragraph (a) of thissection
isrequired:

(1) If the invention was not made in the United
States, or

(2) If the corresponding United States application
is not subject to a secrecy order under § 5.2, and was
filed at least six months prior to the date on which the
application isfiled in aforeign country, or

(3) For subsegquent modifications, anendmentsand
supplements containing additional subject matter to,
or divisions of, aforeign patent application if:

(i) A licenseis not, or was not, required under
paragraph (€)(2) of this section for the foreign
patent application;

(i) The corresponding United States
application was not required to be made available
for inspection under 35 U.S.C. 181; and

(i) Such modifications, amendments, and
supplementsdo not, or did not, change the genera
nature of the invention in a manner which would
require any corresponding United States
application to be or have been available for
inspection under 35 U.S.C. 181.
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(f) A license pursuant to paragraph (a) of this section
can be revoked at any time upon written notification by
the Patent and Trademark Office. An authorization tofile
aforeign patent application resulting from the passage of
six monthsfrom the date of filing of aUnited States patent
application may be revoked by theimposition of asecrecy
order.

[49 FR 13461, Apr. 4, 1984; paras. (a) and (€), 56 FR 1924, Jan.
18, 1991, effective Feb. 19, 1991; paras. (b), (c), and (€)(3) revised, 62
FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; paras. (8)-(c) revised,

68 FR 14332, Mar. 25, 2003, effective May 1, 2003; paras. (b) and (c)
revised, 70 FR 56119, Sept. 26, 2005, effective Nov. 25, 2005]

8§ 5.1Petition for license.

(a) Filing of an application for patent for inventions
made in the United States will be considered to include
apetition for license under 35 U.S.C. 184 for the subject
matter of the application. Thefiling receipt will indicate
if alicenseis granted. If theinitial automatic petition is
not granted, a subsequent petition may be filed under
paragraph (b) of this section.

(b) A petition for license must include thefee set forth
in 8 1.17(g) of this chapter, the petitioner’'s address, and
full instructionsfor delivery of the requested license when
it isto be delivered to other than the petitioner. The
petition should be presented in letter form.

[48 FR 2714, Jan. 20, 1983; amended 49 FR 13462, Apr. 4,
1984; para. (b) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; para. (b) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,
2000; para. (b) revised, 69 FR 56481, Sept. 21, 2004, effective Nov.
22, 2004]
§ 5.1Fetition for license; no corresponding
application.

If no corresponding national or international application
has been filed in the United States, the petition for license
under § 5.12(b) must also be accompanied by a legible
copy of thematerial upon which alicenseisdesired. This
copy will be retained as ameasure of the license granted.

[43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4, 1984;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 5.14Petition for license; corresponding U.S.
application.

(a) When there is a corresponding United States
application on file, a petition for license under § 5.12(b)
must also identify this application by application number,
filing date, inventor, and title, but a copy of the material
upon which the license isdesired is not required. The
subject matter licensed will be measured by the disclosure
of the United States application.

(b) Two or more United States applications should
not be referred to in the same petition for license unless
they are to be combined in the foreign or international
application, in which event the petition should so state
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and the identification of each United States application
should be in separate paragraphs.

(c) Where the application to be filed or exported
abroad contains matter not disclosed in the United States
application or applications, including the case where the
combining of two or more United States applications
introduces subject matter not disclosed in any of them, a
copy of the application asit isto befiled in the foreign
country or international application which isto be
transmitted to aforeign international or national agency
for filing in the Receiving Office, must be furnished with
the petition. If however, all new matter in the foreign or
international application to befiledisreadily identifiable,
the new matter may be submitted in detail and the
remainder by reference to the pertinent United States
application or applications.

[43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4, 1984; para.
(a) revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 5.15cope of license.

(a) Applications or other materials reviewed pursuant
to 88 5.12 through 5.14, which were not required to be
made available for inspection by defense agencies under
35 U.S.C. 181, will be éligible for alicense of the scope
provided in this paragraph. This license permits
subsequent modifications, amendments, and supplements
containing additional subject matter to, or divisions of, a
foreign patent application, if such changesto the
application do not ater the general nature of theinvention
in a manner which would require the United States
application to have been made available for inspection
under 35 U.S.C. 181. Grant of this license authorizing
the export and filing of an application in aforeign country
or the transmitting of an international application to any
foreign patent agency or international patent agency when
the subject matter of the foreign or international
application corresponds to that of the domestic
application. This license includes authority:

(1) To export and file al duplicate and formal
application papersin foreign countries or with
international agencies,

(2) To make amendments, modifications, and
supplements, including divisions, changes or supporting
matter consisting of the illustration, exemplification,
comparison, or explanation of subject matter disclosed
in the application; and

(3) To take any action in the prosecution of the
foreign or international application provided that the
adding of subject matter or taking of any action under
paragraphs (a)(1) or (2) of this section does not change
the general nature of the invention disclosed in the
application in a manner which would require such
application to have been made available for inspection
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under 35 U.S.C. 181 by including technical data
pertaining to:

(i) Defense services or articles designated in
the United StatesMunitions List applicable at the
time of foreign filing, the unlicensed exportation
of which isprohibited pursuant to the Arms Export
Control Act, as amended, and 22 CFR parts 121
through 130; or

(ii) Restricted Data, sensitive nuclear
technology or technology useful inthe production
or utilization of special nuclear material or atomic
energy, dissemination of which is subject to
restrictions of the Atomic Energy Act of 1954, as
amended, and the Nuclear Non-Proliferation Act
of 1978, asimplemented by the regulations for
Unclassified Activitiesin Foreign Atomic Energy
Programs, 10 CFR part 810, in effect at the time
of foreign filing.

(b) Applications or other materials which were
required to be made available for inspection under
35 U.S.C. 181 will be eligible for alicense of the scope
provided inthisparagraph. Grant of thislicense authorizes
the export and filing of an applicationin aforeign country
or the transmitting of an international application to any
foreign patent agency or international patent agency.
Further, this license includes authority to export and file
all duplicate and formal papersin foreign countries or
with foreign and international patent agenciesand to make
amendments, modifications, and supplements to, file
divisions of, and take any action in the prosecution of the
foreign or international application, provided subject
matter additional to that covered by the license is not
involved.

(c) A license granted under § 5.12(b) pursuant to
§5.13 or § 5.14 shall have the scopeindicated in
paragraph (@) of this section, if it is so specified in the
license. A petition, accompanied by the required fee
(8 1.17(g) of this chapter), may aso befiled to change a
license having the scopeindicated in paragraph (b) of this
section to alicense having the scopeindicated in
paragraph (@) of this section. No such petition will be
granted if the copy of the material filed pursuantto §5.13
or any corresponding United States application was
required to be made available for inspection under
35 U.S.C. 181. The change in the scope of alicense will
be effective as of the date of the grant of the petition.

(d) In those cases in which no licenseis required to
file the foreign application or transmit the international
application, no license isrequired to file papersin
connection with the prosecution of the foreign or
international application not involving the disclosure of
additional subject matter.
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(e) Any paper filed abroad or transmitted to an
international patent agency following the filing of a
foreign or international application which changesthe
general nature of the subject matter disclosed at the time
of filing inamanner which would require such application
to have been made available for inspection under
35U.S.C. 181 or which involvesthe disclosure of subject
matter listed in paragraphs (a)(3)(i) or (ii) of this section
must be separately licensed in the same manner as a
foreign or international application. Further, if nolicense
has been granted under § 5.12(a) on filing the
corresponding United States application, any paper filed
abroad or with an international patent agency which
involves the disclosure of additional subject matter must
be licensed in the same manner as aforeign or
international application.

() Licenses separately granted in connection with two
or more United States applications may be exercised by
combining or dividing the disclosures, as desired,
provided:

(1) Subject matter which changesthe general nature
of the subject matter disclosed at the time of filing or
which involves subject matter listed in paragraphs
(&(3) (i) or (ii) of this section is not introduced and,

(2) In the case where at least one of the licenses
was obtained under § 5.12(b), additional subject matter
is not introduced.

(9) A license does not apply to acts done before the
licensewas granted. See § 5.25 for petitionsfor retroactive
licenses.

[49 FR 13462, Apr. 4, 1984; paras. (a) - (c), (€) and (f), 56 FR
1924, Jan. 18, 1991, effective Feb. 19, 1991; paras. (a)-(c) and (€)

revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para. ()
revised, 69 FR 56481, Sept. 21, 2004, effective Nov. 22, 2004]

§ 5.1gReserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

8§ 5.17Reserved]

[49 FR 13463, Apr. 4, 1984; removed and reserved, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 5.18Arms, ammunition, and implements of war.

(8) The exportation of technical datarelating to arms,
ammunition, and implements of war generally is subject
to the International Traffic in Arms Regulations of the
Department of State (22 CFR parts 120 through 130); the
articlesdesignated as arms, ammunitions, and implements
of war areenumerated inthe U.S. MunitionsList (22 CFR
part 121). However, if a patent applicant complies with
regulationsissued by the Commissioner for Patents under
35U.S.C. 184, no separate approval from the Department
of Stateisrequired unless the applicant seeks to export
technical data exceeding that used to support a patent
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application in aforeign country. This exemption from
Department of State regulationsis applicable regardless
of whether alicense from the Commissioner for Patents
isrequired by the provisionsof 8§5.11 and 5.12 (22 CFR
part 125).

(b) When a patent application containing subject
matter onthe MunitionsList (22 CFR part 121) issubject
to asecrecy order under § 5.2 and a petition is made under
8§ 5.5 for amaodification of the secrecy order to permit
filing abroad, a separate request to the Department of
State for authority to export classified information is not
required (22 CFR part 125).

[35 FR 6430., Apr. 22, 1970; revised, 62 FR 53131, Oct. 10,

1997, effective Dec. 1, 1997; para. (a) revised, 68 FR 14332, Mar. 25,
2003, effective May 1, 2003]

§ 5.1%xport of technical data.

(a) Under regulations (15 CFR 734.3(b)(1)(v))
established by the Department of Commerce, alicenseis
not required in any caseto file apatent application or part
thereof in aforeign country if the foreign filingisin
accordance with the regulations (88 5.11 through 5.25)
of the U.S. Patent and Trademark Office.

(b) An export licenseisnot required for datacontained
in a patent application prepared wholly from
foreign-origin technical datawhere such application is
being sent to the foreign inventor to be executed and
returned to the United States for subsequent filing in the
U.S. Patent and Trademark Office (15 CFR 734.10(a)).

[45 FR 72654, Nov. 3, 1980; para. (a) revised, 58 FR 54504,
Oct. 22, 1993, effective Jan. 3, 1994; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997; revised, 70 FR 56119, Sept. 26, 2005,
effective Nov. 25, 2005]
§ 5.2(Export of technical datarelating to sensitive
nuclear technology.

Under regulations (10 CFR 810.7) established by the
United States Department of Energy, an application filed
in accordance with theregulations (88 5.11 through 5.25)
of the Patent and Trademark Office and eligible for
foreign filing under 35 U.S.C. 184, is considered to be
information available to the public in published form and
a generally authorized activity for the purposes of the
Department of Energy regulations.

[49 FR 13463, Apr. 4, 1984; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]
8§ 5.2%etition for retroactive license.

(a) A petition for retroactive license under 35 U.S.C.
184 shall be presented in accordance with § 5.13 or §
5.14(a), and shall include:

(2) A listing of each of the foreign countriesin
which the unlicensed patent application material was
filed,
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(2) The dates on which the material wasfiled in
each country,

(3) A verified statement (oath or declaration)
containing:

() An averment that the subject matter in
guestion was not under asecrecy order at thetime
it was filed abroad, and that it is not currently
under a secrecy order,

(i) A showing that the license has been
diligently sought after discovery of the proscribed
foreign filing, and

(iii) An explanation of why the material was
filed abroad through error and without deceptive
intent without the required license under § 5.11
first having been obtained, and

(4) The required fee (8 1.17(g) of this chapter).

(b) The explanation in paragraph (@) of this section
must include a showing of facts rather than a mere
allegation of action through error and without deceptive
intent. The showing of facts as to the nature of the error
should include statements by those persons having
personal knowledge of the acts regarding filingin a
foreign country and should be accompanied by copies of
any necessary supporting documents such as letters of
transmittal or instructions for filing. The acts which are
alleged to constitute error without deceptive intent should
cover the period leading up to and including each of the
proscribed foreign filings.

(c) If apetition for aretroactive license is denied, a
time period of not lessthan thirty days shall be set, during
which the petition may be renewed. Failure to renew the
petition within the set time period will result in afina
denial of the petition. A final denial of a petition stands
unlessapetitionisfiled under § 1.181 within two months
of the date of the denial. If the petition for a retroactive
licenseisdenied with respect to the invention of apending
application and no petition under § 1.181 has been filed,
afinal regjection of the application under 35 U.S.C. 185
will be made.

[49 FR 13463, Apr. 4, 1984; para. (a), 56 FR 1924, Jan. 18,
1991, effective Feb. 19, 1991; para. (c) removed, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; para. (a)(4) revised, para. (b)

redesignated as para. () and para. (b) added, 69 FR 56481, Sept. 21,
2004, effective Nov. 22, 2004]

GENERAL

§ 5.3]Reserved]

[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR 13463,
Apr. 4, 1984; removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

8§ 5.37Reserved]
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[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR 13463,
Apr. 4, 1984; removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 5.33Reserved]

[49 FR 13463, Apr. 4, 1984; amended, 61 FR 56439, Nov. 1,
1996, effective Dec. 2, 1996; removed and reserved, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997]
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Mail Stop Patent EXt ........cccceeveveveevecineeeeeninn 1.1(e)
Mail Stop Patent EXt ......cccccovvevevecievicieceeeeeenenn, 1.1(e)
Mail Stop PCT......... 1.1(b), 1.417, 1.434(a), 1.480(b)
Mail Stop PCT............. 1.1(b), 1.417, 1.434(a), 1.480(b)
Mail SEOPS....c.ceeerieririrecece e
Mall StOP 4...oeeeeeeeeeere e 150.6
Mail SLOP d...oveieeieieeeseee s 150.6
Mail StOP 8....ceevveeeerecee e 1.1(a)(3)
Mail StOP 8....ceeeeeeerececec e 1.1(a)(3)
Mail StOP 24 ..o 4.3(c)
Mail SEOP 24 ... 4.3(c)
Mail Stop Assignment Recordation
SEIVICES....uicvicieie e 1.1(a)(4), 3.27
Mail Stop Assignment Recordation Services....1.1(a)(4),
3 . 2 7
Mail Stop CPA.......cooeere e 1.53(d)(9)
Mail StOp CPA.......ooeeeee et 1.53(d)(9)
Mail Stop Document Services.........ccovevennne. 1.1(aQ)(4)
Mail Stop Document ServiCes........ccoovevvereeeennns 1.1(aQ)(4)
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Mail Stop Ex parte Reexam..........ccocvvevennee. 1.1(c)(2)
Mail Stop Ex parte Reexam........ccccocvevvvvnnnns 1.1(c)(2)
Mail Stop Inter partes Reexam..........c.cc....... 1.1(0)(2)
Mail Stop Inter partes Reexam.........ccccveevvevennne 1.1(0)(2)
Mail Stop Interference........cccceevvevevvevvcienene 41.10(b)
Mail Stop Interference.........ccoeveevvievenvneseesennnn 41.10(b)
Mail Stop M Correspondence...........ccoeevernene 1.1(d)(2)
Mail Stop M Correspondence..........cc.cceevveereennn. 1.1(d)(2)
Mail StOp OED.......cccovereieiereeeeeeeee e 4.6
Mail StOP OED.......cceceeieeeeeeeereeeees e 4.6
Mail Stop Patent EXt ........cccovvvevevvenninvcnenennns 1.1(e)
Mail Stop Patent EXt ......cccccveeeeeceeeriiecece e 1.1(e)
Mail Stop PCT......... 1.1(b), 1.417, 1.434(a), 1.480(b)
Mail Stop PCT............. 1.1(b), 1.417, 1.434(a), 1.480(b)
Maintenance fee payments...........ccocecevueuene 1.1(d)(1)
Maintenance fee payments...........ccocccevueeene 1.1(d)(1)
Patent correspondence.............coeeverereeneen 1.1a) (1)
Patent correspondence...........cccoeeevereeeenen 1.1a)(1)
Privacy Officer.....cccoovvvvvnenn. 102.23(a), 102.24(a)
Privacy Officer.....cccoovvvnivnenn. 102.23(a), 102.24(a)
Trademark correspondence...........cccceeeeeeuene. 2.190
Trademark correspondence...........cccceeeeeeuene. 2.190
Adjustment of patent term. (see Patent term adjustment
due to examination delay.) ........cccceeenene 142,143,164

142,143,164
Administrator, executor, or other legal representative may

make application and receive patent.......1.42, 1.43, 1.64

Admission to practice. (See Attorneys and

BOENES.) ettt e 41.50(b)

Affidavit (See also Oath in patent application):..41.50(b)
After appeal......cccccvvvviiieee 41.33
Asevidencein acontested case...........couueee. 41.154
To disqualify commonly owned patent or published
application as prior art .........cccceeeveereereeienennens 1.130
Traversing rejections or objections.................. 1.132
After appeal......ccccovveviieeee 41.33
Asevidencein acontested case...........couue.. 41.154
To disqualify commonly owned patent or published
application as prior art .........cceceeeveeveereeienennens 1.130
Traversing rejections or objections.................. 1.132

Agents. (See Attorneys and agents.)................... 41.50(b)

Allowance and issue of patent:..........cc.cceeevvennene. 41.50(b)
Amendment after allowance...........ccccecvvuenenne 1.312
Application abandoned for nonpayment of issue
OB e 1.316
Deferral of iSSUaNCe.......covvveeveereereereeee 1314
Delayed payment of issuefee.......cccceevvvrnnene 1.137
Delivery of patent.........cccoevvevevervenceeieniinennens 1.315
Failure to pay issuefee.......cccoeuenree. 1.137(c), 1.316
Issuance of patent.........ccccceveveereeeeierieneneneens 1.314
Notice of alowance.........cccceovvevreircicnecnn 1311
Patent to issue upon payment of issue fee.....1.311,
1 . 3 1 4
Patent to lapse if issue feeisnot paid in full....1.317
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REASONS TOF ... 1.104
Withdrawal from iSsue.........cccoeevevrivvervreeneene 1313
Amendment after allowance.........c.ccccooeevruenene. 1.312
Application abandoned for nonpayment of issue
L= 1.316
Deferral of iSSUanCe........ccvevvevevnivnnneneseneene 1314
Delayed payment of issue fee......ccovvennenene 1.137
Delivery of patent.........ccoceevernenniennennenenn 1.315
Failureto pay issuefee.......ccooeeenee. 1.137(c), 1.316
Issuance of patent.........ccoeeereeerenenencrenerienenne 1.314
Notice of alowance..........cccoevrennennencrenenn 1311
Patent to issue upon payment of issuefee.....1.311,
1 . 3 1 4
Patent to lapse if issue feeisnot paid in full....1.317
REASONS TOF ... 1.104
Withdrawal from iSsue.........cccoeevevrivvervreeneene 1313
Allowed claims, rejection of by Board of Patent Appeals
and INterferenCes........coovveeveeneeveenee e 41.50(b)
AMENAMENt:......cccoveiirere e 1.76
Adding or substituting claims............c.cccceueueee. 1121
After appeal.......cccccevvveveieecee e, 41.33, 41.63

After decision on appeal, based on new rejection of
Board of Patent Appealsand

INterferences.......oouvvvennennenneneee 41.50(b)(1)
After final action.........ccoeeeveiieinciiecee 1.116
After final action (transitional procedures)......1.129
After notice of allowance...........ccccoeeeveierienne 1.312
Copying claim of another application for

INEEITEIENCE.....cviiciece s 41.202
Copying claim of issued patent.............co...... 41.202
Deletions and insertions...........c.ccceeverenerenenn 1121
DIaWiNgS......covevereeeerieirieerieeseie e 1121
Manner of Making..........coccevererennenenenerenenn 1121
Not covered by origina oath...........cccoceevreennee. 1.67
Numbering of claims.........cccccvenninicnnenenn. 1.126
Of amendments........c.coeveereereeenenneseseeenes 1121
Of ClaimS....coveveeeeeee s 1121
Of diSClOSUrE.......oveeeiieierieere e 1121
Of drawWing.......ccooveeereeereerieereeeseeseeseeenes 1121
Of SPeCifiCation.........oeeevererinreeeeese e 1121
Paper and WIiting.........ccoeeerenenenenenenereseneee 1.52
Petition from refusal to admit.............ccceennee. 1.127
Preliminary........cneeneneseneseneeee 1.115
Proposed during interference...........ccccvenee. 41.121
Provisional application............cccccveeereecnnne 1.53(c)
Reexamination proceedings....1.121(j), 1.530, 1.941
REISSUE.....coeeririrerire e 1.121(i), 1.173
Requisites of.......... 1.33,1.111, 1.116, 1.121, 1.125
Right to amend.........ccccovvueuenene. 1.111, 1.116, 1.127
SIGNALUIE T0...cveeereeeeeeeetereete et 1.33
Substitute specification............cccveeverrernnene 1.125
TIME fOr i 1134
To applicationsin interference...........c.cccoeee. 41.121
TO COrrect iNACCUraCieS.......ccvvvereeeeieerieerienenne 1121
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To correspond to original drawing or

SPECITICALTION. ... 1121
TOTEISSUES....cveceereereeetesie e seeee e ere e 1.173
To save from abandonment...........ccoccceveenene 1.135
Adding or substituting claims..........c.cccceeennee. 1121
After appedl.......ccoooovenninnine 41.33, 41.63

After decision on appeal, based on new rejection of
Board of Patent Appealsand

INterferences........covvervenneniecneeee 41.50(b)(1)
After fina action.........cccoveereniiiies 1.116
After final action (transitional procedures)......1.129
After notice of allowance.........c.ccccvvrvirieennen. 1.312
Copying claim of another application for
INEEITEIENCE....c.eevereeeireee e 41.202
Copying claim of issued patent...........ccc...... 41.202
Deletions and insertions..........ccoveeeneeenicennen 1121
DIaWinNgS......coeerierieerieenieesie e 1121
Manner of Making..........ccooveeeveieneieneceneees 1121
Not covered by original oath...........c.ccccveriruenene 1.67
Numbering of claims..........ccccoevneineineicnnen 1.126
Of amendments..........coeeveeererenenenienseneeenens 1121
Of claims.....cccereeerieeree e 1121
Of diSCIOSUNE....c.ecverieiiieirieere e 1121
Of draWing......ccoeeveereirieeneseese e 1121
Of SPeCifiCation.........covereireirereeree 1121
Paper and WIiting........ccoeveveereeneeneereesieens 152
Petition from refusal to admit............cccooeeneee. 1.127
Preliminary.......ccooenennneesesees 1.115
Proposed during interference.........c.cccoeenee. 41.121
Provisional application............ccccoeeevenerienene 1.53(c)
Reexamination proceedings....1.121(j), 1.530, 1.941
REISSUE......coveoveeeeeereeeeeeeessenssesseenees 1.121(j), 1.173
Requisites of .......... 1.33,1.111, 1.116, 1.121, 1.125
Right to amend.........ccccccevveenene 1.111, 1.116, 1.127
SIGNAEUNE T0...cveeeeiicecree s 1.33
Substitute specification...........ccoecverrererienenn 1.125
LTS [ 1134
To applicationsin interference...........cccoeune. 41.121
TO COrrect iNACCUraCies........ovveuerveeereeereeereenes 1121
To correspond to original drawing or
SPECITICALTION. ... 1121
TO FEISSUES......cveieeeerieeete et 1.173
To save from abandonment...........ccocccevueeneee 1.135
Amino acid sequences. (See Nucleotide and/or amino
BCIA SEOUENCES.)...c.eeveeeiereeie et 1.76
APPEAIS: ... 1.76
Civil Actions under 35 U.S.C. 145, 146, 306..1.303,
1 . 3 0 4
Civil Actions under 35 U.S.C. 145, 146, 306..1.303,
1 . 3 0 4
To the Board of Patent Appeals and
INterferences.......ccovveeee e 41.30-41.54
To the Board of Patent Appeals and
INterferences.......ccovveeee e 41.30-41.54
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BIIEf e 41.37
Decision/Action by Board..........c.ccccoevereneniennn. 41.50
Return of jurisdiction to examiner.............. 1.197(a)
Termination of proceedings............ccceenne.. 1.197(b)
Return of jurisdiction to examiner.................. 1.197(a)
Termination of proceedings..........c.ccovenerenens 1.197(b)
EXaMINer’S @NSWEY .......c.ccvveereeneesieesie e 41.39
FEES.... e 41.20
Hearing Of .......cooveereirereeee e 41.47
Inter partes reexamination...........ccccoceeeeererenenn 41.61
New grounds of rejection........... 41.39(8)(2), 41.50(b)
Notice of appeal......c.cccvevirecneinereeee 41.31
Public inspection or publication of decisions.......1.14
Rehearing........cooeveveeeneicnencnienn 41.50(b)(2), 41.52
Reopening after final Board decision................. 1.198
ReplY Brief. ..o 41.41
SANCHONS.....cviieeiieere e 41.128
What may be appealed.........ccovvrecneinencneenn 41.31
Who may appeal.......cccccvirvinnineineeeseee 41.31
Affidavits after appeal.......cccoovvverecniree 41.33
BIIEf e 41.37
Decision/Action by Board............ccoeevvnninincnnnnns 41.50
Return of jurisdiction to examiner.................. 1.197(a)
Termination of proceedings..........c.ccocvererenene 1.197(b)
Return of jurisdiction to examiner............c........ 1.197(a)
Termination of proceedings..........ccccveverererennen 1.197(b)
EXaMINEr’S @NSWEN........coreeeerieirieerieerieesieeseeeas 41.39
FEES. ..ot 41.20
HEarNg Of .....cooiiiiece s 41.47
Inter partes reexamination............co.oovererererenennes 41.61
New grounds of rejection............... 41.39(8)(2), 41.50(b)
Notice Of @pPeal........coeireirerere s 41.31
Public inspection or publication of decisions........... 114
RENEAINNG......covevereeiereerieeee e 41.50(b)(2), 41.52
Reopening after final Board decision..................... 1.198
ReEPlY Drief ... 41.41
SANCHONS.....cviieirie e 41.128
What may be appealed..........cocoviviinnincinnenees 41.31
WhO may appeal.......cccoeevrinreneeneee e 41.31
Affidavits after appesl........ccoceeveiieiniiieeen, 41.33
BrIEf e 41.37
Decision/Action by Board..........c.ccccoevreniniennn 41.50
Return of jurisdiction to examiner.............. 1.197(a)
Termination of proceedings..........c.ccceennee. 1.197(b)
Return of jurisdiction to examiner.................. 1.197(a)
Termination of proceedings..........c.ccoverrenens 1.197(b)
EXaMINer’S @NSWEY .......c..covveereenieresieeeeesie e 41.39
FEES.... e 41.20
Hearing Of ..o 41.47
Inter partes reexamination...........cc.coceeeererienenn 41.61
New grounds of rejection........... 41.39(8)(2), 41.50(b)
Notice of appeal......cccccveirecereinereeee 41.31
Public inspection or publication of decisions.......1.14
Rehearing........coooevereceneccneicnienn 41.50(b)(2), 41.52
Reopening after final Board decision................. 1.198
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Reply_ o] 1 RN 41.41 In a.continued prosecution application ....1.53(b)(1),
SANCHIONS.....ceeivieeieeeee e 41.128 1 _ 5 3 ( d ) ( 4 )
What may be appealed.........cccoovvvvieiieceeeeinn, 41.31 In an international application ............. 1.421-1.425
V.Vho.may F=10) 0= 41.31 Informed of application NUMBEr ..o 154
Affidavits after appeal.......ccccooeveveceeecreece 41.33 Inventorship in a provisional application
Brlgf._ ............ B 4137 T 1.41(3)(2)
Demson/Ac'gon b_y I_30ard .......... SRR 41.50 Mailing address and residence of inventors may be
Retur.n of_ jurisdiction tq eXaminer.........ceeuene. 1.197(a) provided in oath/declaration or in application data
Termination of ProceedingS....mmuerisiss 1.197(b) SNEEL . 1.63, 1.76
Retur_n of jurisdiction tq EXAMINET....coveeeererren, 1.197(a) May be represented by an attorney or agent ___’__1_31
Term|_nat|on of proceedings.......ccccevvvevvenienennens 1.197(b) Person making oath or declaration ............. 164
EXaMINEr'S @NSWEY .......c.ocereeerreerreerrees e 41.39 Personal attendance UNNECESSary ................... 12
Fees: ........................................................................ 41.20 Required to conduct business with decorum and
HEarNNG Of ..o 41.47 COUMESY oo 13
Inter partes reexamination...........ccceeeeeeeeeeeeeeeneens 41.61 ; - .
New grounds of rejection............... 41.39(a)(2), 41.50(b) Svek?g |rrne:yt$;p;ofrto?? satagr?te _ rece|ved _____________ 1411143
Notlge_of appgal .............. B B 41.31 Actual inventor or inventors to make application for
Public inspection or publication of decisions..........1.14 o o S 141,145
Rehearing........... s o AL50(0)(2), 41.52 ASSIGNEE vovrreeees e eeeee e eeee e 1.47(b)
Reopeni ng after final Board decision..................... 1.198 Change of (see Correction of inventorship).......1.33
RePIlY DHEf ... 41.41 133
SANCLONS.....ccuiiiiiieiirere s 41.128 COrrespoNdence address ..........ovvrrroerr 133
What may be appealed..........cccovvvriinniineicnee 41.31 Daytime telephone UMDY ..o 133
Who may appeal.........ccccvvereveneeieeeeeeeeee s 41.31 Deceased or insane inventor............... 142, 1.43
To Court of Appeals for the Federa Circuit............. Executor or adminiStrator..........cccceververeereereenns 142
Fee provided by rules of court...........cc.cccevueennne. 1.301 In acontinued prosecution application ....1.53(b)(1),
From Board of Patent Appealsand 1 . 5 3 ( d ) ( 4 )
INEEIFErENCES.....cv i 1.301 In an international application .............. 1.421-1.425
Notice and reasons of appedl...........ccceveeerveennen 1.302 Informed of application number ....................... 154
Time for filing notice of apped............... 1.302, 1.304 Inventorship in aprovisional application
Fee provided by rules of court...........ccccoerrennienns L1301 s 1.41(a)(2)
From Board of Patent Appeals and Interferences....1.301 Mailing address and residence of inventors may be
Notice and reasons of appeal.........ccocevverrernenens 1.302 provided in oath/declaration or in application data
Time for filing notice of apped................... 1.302, 1.304 SNEEL .. 1.63, 1.76
To Court of Appeals for the Federa Circuit............. May be represented by an attorney or agent .....1.31
Fee provided by rules of court...........cccccvvvvrenens 1.301 Person making oath or declaration ................... 164
From Board of Patent Appealsand Personal attendance unnecessary ...........ccceeveuene. 1.2
INLEIFErENCES.....cceereieee e 1.301 Required to conduct business with decorum and
Notice and reasons of appedl........c.cccveevreennen. 1.302 COUNESY ..vinreeeeeie et 13
Time for filing notice of apped............... 1.302, 1.304 Required to report assistance received ................ 14
Fee provided by rules of court...........cccevenrernenns 1.301 Who may apply for apatent ... 1.41-1.48
From Board of Patent Appeals and Interferences....1.301  Application Data She€t.........oeovveevininninncnene 1.76
Notice and reasons of appeal.........ccooevvenrencienens 1302  Applicationfor patent (See also Abandoned applications,
Time for filing notice of apped................... 1.302, 1.304 Claims, Drawing, Examination of applications,
Applicant for patent:.........ccoeoreereinenniensenreee 176  Provisiona applications, Publication of application,
Actual inventor or inventors to make application for Publisned application, Reissues, Specification).....1.5(a),
L S 141,145 1 - 5 3 1 5 4
ASSIONEE ..o 1.47(b) ACCESS T0....cueeieeereeeriere e 114
Change of (see Correction of inventorship).......1.33 Acknowledgment of filing..........cccoevverniennenens 154
1.33 Alteration after eXecution...........cccoeeevererieennen. 152
Correspondence address ........cccceveeeeererenennen. 133 Alteration before execution............ccocevevveennee. 152
Daytime telephone number ..........ccccoeeninneene 1.33 Application number and filing date................... 1.54
Deceased or insane inventor..................... 1.42,1.43 ATrangement........coeeevereereneere e 1.77
Executor or administrator.............ccccveeerenenenens 142 Compact disc submissions (see Electronic
dOCUMENLES) ... 114
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114
Confidentiality of applications............c.cceeuenee. 114
Continuation or division, reexecution not
FEQUITED. ....ecvieeeerieie et 1.63
Continued prosecution application................ 1.53(d)
Filed by facsimile........ccooeviirvnncennrceiene 16,18
Filed by facsimile........cccoveevinrccinreceeees 16,18
Copies of, furnished to applicants..................... 1.59
Cross-references to related applications............ 1.78
Deceased or insane inventor..................... 142, 1.43
Declaration.........cccoevereneeeneneneee e 1.68
Duty of diSCIOSUre........ccccverieeirieereereereesiee 1.56
Examined only when complete...........ccooevnuenene 153
Filed by other than inventor............ 1.42, 143, 1.47,
1.64, 1.421(b)
Filing date.....c.cooveiriieeeeereeeeeeee 153
Filing requirements.........cccoeeveeveenierenenesienens 153
Foreign language oath or declaration................ 1.69
Formulas and tables..........c.ccceveeviineinenneens 1.58
General reqUISItES.......c.evvververrieeeere s 151
I dentification required in letters concerning........ 15
Incomplete papers not filed for examination.....1.53
Interlineations, etc., to be indicated................... 152
Involving national SECUrity .........ccoeeevecerneninncns 51
Language, paper, writing, margin.........c.cc.ceeeee 152
Later filing of oath and filing fee.........cccoeun.e.. 1.53
Missing pages when application filed........... 1.53(e)
Must be made by actual inventor, with
EXCEPLIONS....cveeeeeeeeereeee e 1.41, 1.46, 1.47
Naming of INVENLOrS.........oceceveererenienerienesieens 152
Application data sheet ..o 1.76(b)(2)
In a continued prosecution application ....... 1.53(d)(4)
In aprovisional application .....1.41(a)(2), 1.51(c)(1),
1 . 5 3 ( c ) ( 1 )
In an international application ...........ccccccveennee. 1421
National Stage ......cccceveeereeerieereerereeereeieeae 1.497
National StagE .......ccoeereeeirieireree e 1.497
Inconsi stenci es between application datasheet and oath
OF deClaration ........ccoveverennenee e 1.76(d)
JOINE INVENEOTS ..o 1.45
Oath/declaration...........ccccoeeereceneineneneenn, 1.63(a)(2)
Application data Sheet .........coovvvvverrennienen 1.76(b)(2)
In a continued prosecution application ........... 1.53(d)(4)
Inaprovisional application .....1.41(8)(2), 1.51(c)(1),
1 . 5 3 ( c ) ( 1 )
In an international application ...........cccvvencenee 1421
National StagE .......ccoeereeerieirerere e 1.497
National StAgE ......ccovvevereeeirirereereere e 1.497
Inconsi stencies between application data sheet and oath
OF AECIAratioN ....c.covevereeiriiirieee e 1.76(d)
JOINE INVENEOTS ...t 1.45
Oath/declaration...........ccooveereeneeneenecieens 1.63(a)(2)
Non-English language..........ccccocvvveriinennenens 152
Nonpublication request ........cccceeveeereeerieenenn 1.213
Numbering of claims .........ccoveivreiniccneee 1.126
Numbering of paragraphs ...........ccceeue. 1.52,1.125

R-185

Origina disclosure not expunged ............ 1.59(a)(2)
Parts filed separately.........covveveinecinnnccnne 154
Parts of application desirably filed together......1.54
Parts of complete application.............c.cceevenennee. 151
Processing fees.......covevveineineereese e 117
Provisiona application............c....... 1.9, 151, 153
Publication Of .......cccoeeveveeeeeieceece 1.211, 1.219
Published ..........cccoervvrenirreeereeeeeens 1.9,1.215
Relating to alomiC energy........coceeeeererrererverennen. 114
Reservation for future application not
PErMITLEd. ... 1.79
Retention fee........couvverrnerenereree 1.53(f)
SECTECY OFdEN.....ocviveeeiiieiriee e 5.1-55
Status information..........cccceeveerceneeneeneees 114
Tables and formulas..........ccoeeereeeneicnencnieenen, 1.58
To contain but one invention unless
(o0] 0191503 (=0 FSN RS 1.141
Towhom made........ccccvvvvevviniv i 151
Two or more by same party with conflicting
ClAIMS. ..o s 1.78
ACCESS 10....eeiiiicieet e 114
Acknowledgment of filing..........ccceverriennenne 154
Alteration after exXecution...........cccoeeevererieennen. 152
Alteration before execution............ccccoeveveenen. 152
Application number and filing date................... 154
ATTangemMeNt.........covecveeeeriieere e 177
Compact disc submissions (see Electronic
JOCUMENLES) ...t 114
114
Confidentiality of applications............ccccoeuenne.. 114
Continuation or division, reexecution not
FEOQUITET. ..cvieieieeeteeete e 1.63
Continued prosecution application................ 1.53(d)
Filed by facsimile........cccooeveveveieeececeeeenne 16,18
Filed by facsimile.........ccooveovivneninneeeesns 16,18
Copies of, furnished to applicants..................... 1.59
Cross-references to related applications............ 1.78
Deceased or insane inventor..................... 1.42, 1.43
DeClaration.........ccevrevereenerereereee e 1.68
Duty of disCloSUre........ccoeeeveeineinereeee, 1.56
Examined only when complete..........c.ccooenennee. 1.53
Filed by other than inventor............ 1.42,1.43, 1.47,
1.64, 1.421(b)
FIling date......ccoooeveiieieeeeee e 1.53
Filing requirements..........ccccoeeevennennenenenenen. 1.53
Foreign language oath or declaration................ 1.69
Formulas and tables.........ccccoeeneneninnenneneen, 1.58
General reqUISITES......cccovevererecereeeneeseee e 151
I dentification required in letters concerning........ 15
Incomplete papers not filed for examination.....1.53
Interlineations, etc., to be indicated................... 1.52
Involving national SECUMtY ........ccoooveereierieiennns 51
Language, paper, writing, margin...........c.cc.c..... 1.52
Later filing of oath and filing fee...........coeue... 153
Missing pages when application filed........... 1.53(e)
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Must be made by actual inventor, with

EXCEPLIONS....ceeeeeeerereee e 141, 1.46, 1.47
Naming of inVentors:........cccceeeeeeveeccenenceneseenn, 152
Application data sheet ........cccceevevvviriennnn, 1.76(b)(2)
In a continued prosecution application ....... 1.53(d)(4)
In aprovisional application .....1.41(a)(2), 1.51(c)(1),
1 . 5 3 ( c ) ( 1 )
In an international application ..........ccccceeveueunene. 1.421
National Stage ......cccevvrerereererereeeeeeeseenens 1.497
National Stage ......ccccvvvrvvvrirererereee e 1.497
Inconsi stenci es between application data sheet and oath
Or declaration ........cccceeeeeeevevesese e 1.76(d)
JOINE INVENEOTS ... 1.45
Oath/declaration..........ccccceeveevrevreeresnsnseenen, 1.63(a)(2)
Application data Sheet ........cccceevveevvvienieinnnne 1.76(b)(2)
In a continued prosecution application ........... 1.53(d)(4)
Inaprovisional application .....1.41(a)(2), 1.51(c)(1),
1 . 5 3 ( c ) ( 1 )
In an international application .........c.cccceevevveeveenne. 1.421
National Stage ......cccevevrevvrerererere e 1.497
National StAgE .....cccevervvrreeere e 1.497
Inconsi stencies between application data sheet and oath
Or declaration ........ccccveevererevesereree e 1.76(d)
JOINE INVENEOTS ... 1.45
Oath/declaration..........cccoeeveeeeveeeeiesieseseseneens 1.63(a)(2)
Non-English language.........cccccevvvevrvnvviernnennnn, 152
Nonpublication request ..........ccccceeeeveeiveienennne 1.213
Numbering of claims .......ccccceeevevercciniieenne 1.126
Numbering of paragraphs ...........cccce...... 1.52,1.125
Original disclosure not expunged ............ 1.59(3)(2)
Parts filed separately........cccccovevvvcvncvvinnievecen 154
Parts of application desirably filed together......1.54
Parts of complete application...........cccceevvvrnenee. 151
Processing fees.......covvvereieciecere e 117
Provisional application............c......... 19,151, 1.53
Publication of ........ccccoevvveiinniiieciens 1.211, 1.219
Published ... 19,1215
Relating to atomicC energy.......ccccceeveeeerereseenns 114
Reservation for future application not
0TS 0N o 1.79
Retention fee.......coevvvviviccece e, 1.53(f)
SECIECY OFTEN....viieeeeceee et 5.1-55
Status information...........ccceevereereieneenecnenes 114
Tables and formulas..........ccccvverererrenseresee 158
To contain but one invention unless
CONNECLED......coeeeeiieiirieere e 1.141
Towhom made........ccoouveireinerrereseeeee 151
Two or more by same party with conflicting
ClAIMS. .. 1.78
Application number...........cccceevrivrnnnns 1.5(a), 1.53, 1.54
Arbitration award filing.........cccocevvevveniecinineien, 1.335
Arbitration in acontested case before the Board...41.126
ASSIGNEE. ..o enea 114
Correspondence held with assignee(s) of entire
1410 = T 3.71,3.73
Establishing ownership.........ccccooevvennenenen. 3.73(b)
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May conduct prosecution of application....3.71, 3.73
May make application on behalf of
INVENEOT(S) vt 1.47(b)
May take action in Board proceeding................ 41.9
Must consent to application for reissue of
PAENT. ... 1171, 1172
Partial assignee(s)......ccocvvveenene 1.46, 3.71, 3.73, 3.81
Correspondence held with assignee(s) of entire
(1410 - R 3.71,3.73
Establishing ownership.........cccoevevverinenne 3.73(b)
May conduct prosecution of application....3.71, 3.73
May make application on behalf of
INVENEOT(S) vt 1.47(b)
May take action in Board proceeding................ 41.9
Must consent to application for reissue of
PAENT. ... 1171, 1172
Partial assignee(s)......ccccevvenene 1.46, 3.71, 3.73, 3.81
Assignments and recording:.........cccoeevererenscreeeenns 114
Abstracts of title, fee for.........ccovvviinnne. 1.19(b)(5)
Conditional assignments..........ccoeveveeereecrinennas 3.56
Cover sheet required...........ccoevvvvvnererene 3.28, 3.31
(O01 1= oi (0] < N 3.34
Date of receipt is date of record..........ccceeveneee. 351
Definitions.......ccccoveerereeeeeeeeer e 1.332
Effect of recording.........c.ccoveeenennennenenenenen. 3.54
FEES ... 1.21(h)
Formal requirements...........ccccveererenenenes 3.21-3.28
If recorded before payment of issue fee, patent may
ISSUE T0 8SSIGNEL......civierieeieeete e 381
Joint research agreements................ 3.11(c), 3.31(9)
Mailing address for submitting
dOCUMENES.....coviieiiieerieereee e 1.1(a)(4), 3.27
Must be recorded in Patent and Trademark Officeto
iSsue patent to asSigNee........c.eeveereeeereeeereeennas 381
Must identify patent or application.................... 321
Orders for Copies Of .........ccvevererererenenncseenes 112
Patent may iSsue to asSIgNee........ccoeevveerereenennen. 3.81
Recording of assignments...........cccooeeevernenenen. 311
Records open to public inspection..................... 112
Regquirements for recording............cccvee.e. 3.21-341
What will be accepted for recording.................. 311
Abstracts of title, fee for.........ccovvviennne. 1.19(b)(5)
Conditional assignments..........ccoeeeveeereeerieennas 3.56
Cover sheet required...........ccoevvvvvnererene 3.28, 3.31
(O01 1= oi (0] < N 3.34
Date of receipt is date of record..........ccceeveueee 351
Definitions.......ccccoveerereeeeeeeeer e 1.332
Effect of recording.........c.ccoveeenennennenenenenen. 3.54
FEES ... 1.21(h)
Formal requirements...........ccccveererenenenes 3.21-3.28
If recorded before payment of issue fee, patent may
ISSUE T0 8SSIGNEL......civierieeieeete e 381
Joint research agreements................ 3.11(c), 3.31(9)
Mailing address for submitting
dOCUMENES.....coviieiiieerieereee e 1.1(a)(4), 3.27
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Must be recorded in Patent and Trademark Officeto 1.335
iSsue patent t0 aSSIgNE.. .......cvvveereerieerienesieens 381  Award in arbitration..........cccoceveeneienneneeene 1.335
Must identify patent or application.................... 321
Orders for COPIES Of ......ccvvevrevirerireirecreeines 112 B
Patent may issue to assignee..........occvveereerneenne. 38l  Balancein deposit BCCOUNL...........oo.oveevverererrerreenee. 1.25
Recording of assignments............ccovenninnnene. 311 BasiCfiliNGg FE...mvieeeeeeeeeeeeeeee e 1.16
Records open to public inspection..................... 112 Benefit of earlier application.........cccoeevevcvreerevnees 1.78
Requirements for recording....................... 321-341  Bill in equity. (See CiVil aCtion.)......cocovvvveverererereennes 1.3
What will be accepted for recording.................. 311  Biological material. (See Deposit of biological
Atomic energy applications reported to Department of 00 1= (T | T 13
Energy ....................................................................... 1.14 Board of Patent Appea|s and I nterferences. (SeeAppea|
Attorneys and AOENES. .. 1.335 to Board of Patent Appea|s and |nterferences_) __________ 1.3
Acti ng in repre%ntative Capa:”:y ______________ 133, 1.34 BBl S it 1.3
Annual practitioner maintenance fee................ 1.36 IN PEtitions t0 DIFCtOr..........c.vervveecrrerrreeeene 1.181
Registered attorney or agent........... 1.21(a)(7), 11.8(d) On appeal t0 BOAIM...........evveerreerrererreenrenns. 41.37
Registered attorney or agent............... 1.21(a)(7), 11.8(d) IN PEtitions to DIFCtOr..........c.vervveecrreesreeeene 1.181
Individual granted limited recognition........1.21(a)(8) ON APPEA 10 BOA...rrooooososos 4137
IndiVidUal gl’anted ||m|ted reCOgnition ............ 121(a)(8) Bug ness to be Conducted W|th decorum and
Assignment will not operate as a revocation of COUMESY ....oovvereverreeeeeeseesessssssenseesessessses e sssesssessnsaens 1.3
pOWer ................................................................. 1.36 Bug ness to be transac[aj in Wr|t| ng ____________________________ 1.2
Certificate of good standing...........c.cccevueuenees 1.21(a)
(07013115 1= 111 OO 46 C
Fee on admission........... e 1.21@  Certificate of COMECtion.....ocovvvrsversen 1322, 1.323
Office cannot aid in selection of ... 131
Personal interviews with examiners................ 1.133 FEES. . 1.20
POWEr Of GHOMEY ....ovvoveereeeeeeeeeeseeseesneeeeneenn, 1.32 Mistakes Not COMTected.............coouviniiniiinnens 1.325
POWES t0 INSPECE ..o 1.14 FEES .t 1.20
Representative Capacity..............ccoownee.... 1.33, 1.34 Mistakes not corrected.........ooovenrenerenerienenn 1.325
Required to conduct business with decorum and Certificate of mailing (First Class) or transmission.....1.8
COUMTESY .....vovvereereeseseenseessesesssessens e sesessenseeneens 1.3  Certification effect of presentation to Office.....1.4(d),
RevOCation Of POWEN..........c..oeveeveereerecienenn. 1.36( 1 1 : 1 8
Signature and certificate of attorney......... 1.4,11.18  Certified copies of records, papers, etc.......... 1.4(f), 113
Withdrawal Of ..o, 1.36(b), 41.5 Fee for certification..............c....ooeererevvevennnn. 1.19(b)
Acting in representative capacity.............. 133,134 Fee for certification..............c....ooeererevvevennnn. 1.19(b)
Annual practitioner maintenance fee................ 136  chemical and mathematical formulae and tables.....1.58
Registered attorney or agent........... 121(a)(7), 11.8(d)  Citation of prior art in patented file...........cccoo...... 1.501
Registered attorney or agent............... 121(8)(7), 11.8(d)  Citation Of references.........cccoooeoeeeeesssssssssssssssreeree 1.104
Individual granted limited recognition.......1.21(&)(8)  Civil aCtiON.......ccoooorrrrrrreereceereeereveeeeen 1.303, 1.304
Individual granted limited recognition............ 121(8)(8)  Claims (See also Examination of
Assignment will not operate as a revocation of apPliCations):........ccoorrerrrerrreeeernnns 1.6(d)(4), 1.84(a)(2)
POWET ...ttt 1.36
Certificate of gOOd standi 17 T 121(3) Amendment Of .......ccocvvveeee e RUE 1.121
COMPIAINES....cocuiieerereieieeereee et 4.6 Commence on separate sheet or electronic page
Fee on admisSion. ..o 121(3 e T — S 1.52(b), 1.75(h)
Office cannot aid in selection of...........cccoccu...... 131 Confl icting, same applicant or OWNer................ 178
Personal interviews with examiners................ 1.133 Date of invention of ...........coccoerniineninenenne 1.110
POWEF Of BHOMNEY <.vevvvvvreer e eeeeeeeeeeese s 1.32 Dep_endent .......................................................... 1.75
POWEF 0 INSPECE <..vvvvveveveeeeereeeeeeeeeeeeeeeeeeeeseseseee 1.14 Design patent ................................................... 1.153
Representative Capacity..............ccevvwrn. 133, 1.34 May bein dependen_t form. ..o 1.75
Required to conduct business with decorum and Morg than one permitted..........ccoovereieiieneeiennns 1.75
COUMTESY .....vovvereereeseseenseessesesssessens e sesessenseeneens 1.3 Multiple dependent......................... e 175
RevOCaLiON Of POWEN..........ovvveererreerreenreaes 1.36(a) Must conform to invention and specification.....1.75
Signature and certificate of attorney........ 1.4, 11.18 Notice o_f rejection of ... 1.104
Withdrawal OF ..o 136(b), 415 Numberlng (o) STV R 1.126
Authorization of agents. (See Attorneys and Part of complete application ...........cccceeeveeenene 151
BOENES.) .t 1.335 PAENE DAL 1164
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Copies of patents, published applications, records,

ggqeljtrlgoflll(;g BIC. s 111,112,113
Separate from other parts of application.......1.75(h) ggg;/fgc;:t rr?gtcl)(r:islr:es:)ﬁeuflcatlon """""""" 1'19(? 71(2?
Amendment oo o0 COPYGht Nl on AraMng......... 18469
Commence on separate sheet or electronic page gorrect!on, cemﬁcate of_...: .......................... 1.322,1.323
......................................................... 152(b), 1.75(h)  COTEction Of IMVENMOrSD: weovesvessnsssmsssnsssnesnn 1,23
Conflicting, same applicant or owner................ 1.78 In a nonprovisional application...........cc.c.ceeuee.. 1.48
Date of invention of .........ccceceveeeceniccinieenne 1.110 Before filing oath/declaration ........ 1.41(a)(1), 1.76(c)
DEPENTENT.....ceeeeeeeeeeee e 1.75 By filing oath/declaration ...........cccceevvurnnne 1.76(d)(3)
DeSigN Patent.......cccoveererereeieree e 1.153 When filing a continuation or divisional application
May be in dependent form..........cocccveeerennenens L 75 1.63(d)
More than one permitted..........cocvveviienennenens 175 When filing a continued prosecution application
Multiple dependent...........coceoevereineinennenens 175 1.53(d)(4)
Must conform to invention and specification.....1.75 Before filing oath/declaration ............ 1.41(a)(1), 1.76(c)
Notice of rgfection Of.......ccccceveeveceiccriieee 1.104 By filing oath/declaration ...........cccceevrvrnnene. 1.76(d)(3)
NUMbBENNG Of .....cveieeeireireee e 1126  Whenfiling a continuation or divisional application
Part of complete application ..........ccoceevennenne L L 1.63(d)
Plant patent........cccooeveienneneienee e 1164  Whenfiling a continued prosecution application
REECHION OF ..o LA04 e 1.53(d)(4)
REQUITEd. ..o 1.75 In a nonprovisional application...........cc.ccceeuee.. 1.48
Separate from other parts of application.......1.75(h) Before filing oath/declaration ........ 1.41(a)(1), 1.76(c)
Twice rejected before apped..........cocceveeennene 41.31 By filing oath/declaration ...........ccccoceveruenees 1.76(d)(3)
Color drawing.......c.coceeeeereeerieenennes 1.6(d)(4), 1.84(a)(2) When filing a continuation or divisional application
Commissioner of Patents and Trademarks (SEE DITECIOr oo 1.63(d)
Of the USPTO.)....ccoviiinireeee e 1.78(c) When filing a continued prosecution application
2T (c) ST 1.53(d)(4)
Common ownership, statement by assignee may be Before filing oath/declaration ............ 1.41(a)(1), 1.76(c)
FEQUITED. ...ttt 1.78(c) By filing oath/declaration ............c.cccceeruruennee 1.76(d)(3)
Compact disc submissions. (See Electronic When filing a continuation or divisional application
JOCUMENES.) ..o L 3 e 1.63(d)
1.3  Whenfiling a continued prosecution application
Complaints against examiners, how presented........... L3 e 1.53(d)(4)
Complaintsregarding invention promoters (See Invention In a provisional application..........ccccoeerereeenens 1.48
PrOMOLENS.) .covvieieeriinirieesie ettt 1.93 By filing & COVEr SNEet ...ooovroeorreoro 1.48(F)(2)
L . : ) 1.93 Without filing a cover sheet ..........coeenee. 1.41(a)(2)
Composition of makter, specimens of ingredients may be By filing acover sheet ........ccccovreeiencririceene, 1.48(f)(2)
reqwred.......................... ................. R 1.93 Without filing a cover ShEet ..o 141(3)(2)
Computer program listing appendiX......uusuns. 1.96 In a provisional application..........c.cccceeerererennen. 1.48
Concurrent office proceedings.........ccovevveereereenes 1.565 By filing & COVEr SNEgt ...oovr oo 1.48(F)(2)
Conflicting claims, same applicant or owner in two or Without filing a cover Sheet ...............o... 141(3)(2)
MOre apPliCaioNS........ccoererrerererere e 1.78 By filing & COVEr SNEBt -.ooooreeereeoseenn 1.48(f)(2)
Contested cases before the Board of Patent Appealsand \yjiyo it filing a cover sheet ... 1.41(3)(2)
INterferenCes.......oovv v 41.100-41.208
Continued examination, request for........................ 1.114 In areexamination proceeding .............c.c...... 1.530
In an international application ...........cc.cccce.e. 1.472
Fee......... ............... s 117 When entering the national Stage................... 1497
SUSPENSIoN OF ACHHON AfTEr wcvvvevvves e 1.108 When entering the national stage..........ccoceveeeeneene 1.497
Fee......... ............... s 117 In areexamination proceeding ..................... 1530
$uspens on of gctlon af.ter e 1.103 In an international application ...........cc.cccce.e. 1.472
Continued prosecution application............c.c........ 1.53(d) When entering the national Stage..................... 1497
Suspension of action in ........ccccecceieieininiennne 1.103  When entering the national stage............ccccceoereeene 1.497
SUSPENSION OF BCHON IN ovvvveeerserres s 1.103 In an issued patent .........cccoceveeenerereseneneens 1.324
Continuing application for inventtion disclased and In other than areissue application .................... 1.48
claimed in prior application...........cccccceeveenen. 1.53,1.63
Control number, display Of........ccccooeieiiree, 1.419
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Inconsi stencies between application data sheet and

Double, with different parties in interest not

; AOWEd......cooiiie e 1.33
oath or declaration ..........ccooeveernenccnicens 1.76(d) . -
Motion to correct inventorship in an interference Dupl_|cqte coples_dls_powd (o] IS 14
.............................................................. 41.121(3)(2) Facsimile ranSmisSoN........oovevesvesoeee.-1.6(0)
Supplemental application data Sheet(s) ........ 1.76(c) Held.v.wth_ attorney or agent ................. 1_.33
In an issued patent .......ccccceveverereeneieseeees 1.324 |dertification of application or patenttin letter relating
In other than a reissue application ................. 1.48 to....... e s s 1.5
Inconsistencies between application data sheet and Involving national §ecunty_ 51
oath or declaration .........cccccevveeveevicciienne, 1.76(d) May be held exclusively with assignee(s) of entire
Motion to correct inventorship in an interference INEEIESE ...ttt 371
.............................................................. 41.121(3)(2) NEIUME OF. ..o 14
Supplemental application data Sheet(s) ........ 1.76(c) Pateqt ownersin reexamination..................... 1.33(c)
COrreSPONAENCE:......ceeeeeerere e e e seeae e eenens 1.23 Receipt of |etters .and.papers """""""""""""""" 16
Rules for conducting in general...................... 1.1-1.8
AAArESS:.. .o 1.2 Separate |etter for each wbject or inquiry ___________ 1.4
Change of correspondence address.................. 1.33(a) Signature requiremMents.............coowveveeeeevee. 1.4(d)
Established by the office if more than one is specified When no attorney or agent...............oevvveeveeeeeen. 1.33
.......................................................................... 1.33(a) With attorney or agent after power or authorization
Of the U.S. Patent and Trademark Office............... 11 R 1= O 1.33
Change of correspondence address ..............c...... 1.33(a) Court of Appeals for the Federal Circuit, appeal to. (See
Established by the office if more than one is specified Appeal to Court of Appeals for the Federal
------------------------------------------------------------------------------ 1.33(8)  CIFCUIL.).oveeeeeeeeeeeeeeeeeeeeeeeese e 1,23
Of the U.S. Patent and Trademark Office................... 11 1.23
Business with the Office to be transacted by......12  Credit card payment...............cccooeeeeressssssssssscccciiiien 1.23
Discourteous communications not entered.......... 13  Crossreferenceto related applications............. 1.76-1.78
Double, with different partiesin interest not CUSLOMET NUMDES ...t eee s s eeeeeeseeesnenens
ATOWED.......ocoieciiccese e 1.33
. s DEfiNed......ccovveeiciees e 1.32(a)(4)
IE:)upl.lc:.:lte coplee.d@posed Of s 14 Required to establish a Feo Address..... 1.363(0)
acsimile transSMiSSiON........ccovveereereenieennee 1.6(d) Defined 1.32(a)(4)
Held with attorney or agent...........cccoeeevenenenene 1.33 T '
| dentification of application or patent in letter relating Required to establish a Fee Address............ 1.363(c)
L0 TP 15 D
Involving national SECUrity .........ccoeeveevrecenienens 51
May be held exclusively with assignee(s) of entire Date of invention of subject matter of individual
IEIESt oo 3.71 (o2 = 1 0 1.110
NGIUFE Of ..vvvooevevsseesesseesssssesssssessssssessssssans 1.4  Day for taking any action or paying any feefalling on
Patent owners in reexamination..................... 1.33(c)  Saturday, Sunday, or Federal holiday.........cc.co.coeeoe.. 17
Receipt Of |etters and Papers..........oo..veveeereeeeenn. 1.6  Deathor insanity of inventor.............c.ccccoeeuuee. 142,143
Rulesfor conducting in general..................... 11-1.8 In an international application.............. 1.422, 1.423
Separate |etter for each subject or inquiry........... 14 In an international application.............. 1.422, 1.423
Signature requi rEMENtS.......cooveeeeeviiiieee e 14(d) Decision by the Board of Patent Appea|s and
When no attorney or agent................coceveeeeens 133 INterferenCeS. ..o 41.50
I\/;hmezzjttorney or agent after power orauthorlzatllc?S Return of jurisdiction to examiner.............. 1.197(a)
AAArESS: ..ot 12 Termination of ProCeedings..........ccc.ueees 1.197(b)
Change of correspondence address ................. 1.33(a) Retur_n Of jurisdiction 0 EXAMINEY....o..o 1.197(3)
Established by the office if more than oneis specified Terr_nmatlon of proceet_jmgs............._ ..... :....1.197(b)
.......................................................................... 1.33(a) Declaration (See also Osth in patent application):..1.103
Of the U.S. Patent and Trademark Office............... 11 Foreign language........ccccoeeeverenienesienesienese s, 1.69
Change of correspondence address ..................... 1.33(a) Inlieu of oath..........cccceeveieiiiiiece e, 1.68
Established by the office if more than one is specified In patent appliCation.........ccoceevrenerenesereseneean, 1.68
.............................................................................. 1.33(a) Foreign language..........ccccoveeenrneccnisinieneenn. 1.69
Of the U.S. Patent and Trademark Office................... 11 Inlieu of oath..........ccccceevveieiiiiiece e, 1.68
Business with the Office to be transacted by.......1.2 In patent appliCation.........ccoceevrenerenesereseneean, 1.68
Discourteous communications not entered.......... 1.3  Deferral of examination ..........cccceevvevvrerinninennnne 1.103
DEfiNItioNS:.....ccoeiirieree e 1.315
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ASSIGNMENT....c.oitiiiieee e 31 Replacement or supplemental depoSit.......... 1.805
Customer NUMber.oooooo o 1.32(2)(4) Tgrm of depc_;st........._ ................ R 1.806
DOCUMENE......ciiieieieee e 31 Tl_mg (.Jf making ong! A EPOSIL oo 1.804
Federal holiday within the District of Columbia..1.9 V|.ab|I|ty of deposit........... e 1.807
National and international applications............... 19 DePOS‘_t. of computer brogram ".3' ngs........ 1.52(e), 1.96
National security classified .........ccccoervrrcenerennee. 19 Deposmon§ (Seealso Testimony in contested cases before
NONDIOFit OFGANIZALION oo 127 the Board):......ccovereeineireereereeese s 1515
Person (for small entity purposes) .......c.cccceeueee 127 Certificate of officer to accompany........... 41.157(e)
Power of AtOrNeY........ccveeveereirirn 1.32(a)(1) Origind filed as exhibit............ccccecereennee. 41.157(e)
PriNCIpal......ccooeereirniineeneerecseenieens 1.32(a)(2) Person before whom taken...........c.cccoeueee 41.157(e)
Published application ............ccocvirninnicnnicnine, 19 Transcripts of .......ccoeevereceneicneenn 41.154(a),41.157
Recorded document..........cccceveveeveveeninrenenienenns 31 Certificate of officer to accompany........... 41.157(e)
ReVOCALION......coveeicieee e 1.32(a)(3) Origind filed as exhibit............ccccccerenennee. 41.157(e)
Service of Process.......ccovvvvvrivrnrenns 15 CFR Part 15 Person before whom taken.............ccc.c...... 41.157(e)
Small buSINESS CONCENN......c.cvveereiiririeireeeriees 127 Transcripts of .......ccoeevereceneicneenn 41.154(a),41.157
SMall entity.....ccoeerieririree 127  Description of invention. (See Specification.)........ 1.515
Terms under Patent Cooperation Treaty.......... 1401  Design Patent Applications:..........cccooeverererenenienenn 1.515
Te;‘,' mony by employees............ 15CFR Part 152 Arrangement of application elements.............. 1.154
ASHGNMEN.osnresssmrrssssrssssnsnsss s 3.1 ClAIMecrreoeeeeeee oo 1.153
CUSIOMES NUIMDES...covcscvvssensns e 1.32(3)(4) DFBWING. e 1.152
DOCUMENL......cceiiiiiiieeee e 31 : P

il o o i D o Coarba 19 PP S iy
National and internationdl applications.............. 1.9 ISSUE L. 1.18(b)
National SeCurity ClasSIfied ........vvvrvsvsive 19 OBNcereseesesseessee et 1.153
NONPFOfit OFGANIZAION wovvvsvessnrsssrsssnsssnssen L2 Rules applicable...........ccoeoveiienniiieen 1.151
Person (for small entity pUrposes) ................... 1.27 Title, description and claim............ccccevevveenene. 1.153
Pqu Of AHOINEY.....ooveeeireee 1.32(a)(1) Arrangement of application elements............ 1154
PANCIDA. oo 1.32(3)(2) ClIM. oo sees e sees oo 1.153
Published BpIICAION .ocovsvvssnssssnssssnssssnssssen 1.9 DFBWING. oo eese e 1.152
Recordgd dOCUMENt.....coeirieirireee s 31 Expedited eXamination ..............oooooo. 1155
REVOCRION..cvvvsvvrssvssssssssssssssnsss s 1.32(a)(3) FIlING FER...vvr v ereseeessesseees s senssen 1.16(b)
SEIVICR OF PrOCESS...osvvvscnsesvnveve 15 CFR Part 15 Ty 1.18(b)
SMall DUSINESS COMCENM. .vvrsvvvvsvvsvosoeoe 1.27 ONeres ettt 1.153
Small entity......cccecvveerirennne. e 127 RUIES QDPICADIE. ..o 1151
Terms under Patent Cooperation Tredly.......... 1.401 Title, description and claim..........c.ccccoeeerienene. 1.153
Testimony by employess................ I5CFRPat15a oo n,aIi on of request for ex parte

Delive_ry OF PANE..oooeoresesors e 1.315 (155G 001117 (o o 1.515

DePOoSit aCCOUNLS.......cccveerieieieeniee e 125 Director of the USPTO (See also Petition to the Director):
FEES. ..ottt L.21(1) e 1121
FEES. ..ottt 1.21(b)

Deposit of biological materia:............. 1.52(e), 1.96 Al T
gﬁxﬂemﬁgztow ------------------------------------- 1-28? Availability Of deCiSIONS By «...ooooeerooeereer 114
Examination proCedures.............ccowevreeerrieeenes 1.809 Avallability Of AECISIONS BY v 114
Furnishing of Samples.........cc.ccocuervereveereecenn. 1.808 Initiates ex parte reexamination..................... 1.520
Need or Opportunity to make a deposit ____________ 1.802 Initiates ex parte reexamination............cceeve... 1.520
Rep|acernent or Supp| emental deposit _____________ 1.805 Dlsclalmer, LS 2 (01 (0] U PPPRRPI 1.121
Term of depoSit.......oooooiiiiisssss 1.806 . 1.20(d)
Time of making original deposit...................... 1.804 REGUIFEMENES OF ... eeeseeeene 1.321
Viability of depOSIt........reeeeree 1.807 L3 SO 1.321
ACCEPLEDlE JEPOSILONY.....vvvvvrssssveirs 1.803 FEE...ovvvvvveeeesssssisssssseee s 1.20(d)
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Need or opportunity to make a deposit............ 1802 DErMIttE......oovvvveeeeeeeeeeeeeeeeeeeeeeessseseeeeeeesssseneesnns 1121
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Discovery in contested cases before the

BOard.....ccovvireiirre e 41.150-41.158
Division. (See Restriction of application.)................ 1.19
1.19
Document SUpPlY fEES......ovvverereeeeeeecere e 1.19
[ - V171 o S 1.56, 1.555
Amendment Of ........cccoeeereereinenreeeeee 1121
Arrangement Of VIEWS........cccoeveencenieeninnens 1.84(i)
ATTOWS...oiieeeceeeeeeeeee e 1.84(r)
Character of liNeS........cccvvvvineinecnecre 1.84(1)
(070 ]['o! SRR 1.6(d)(4), 1.84(a)(2), 1.165(b)
Content of drawing.........cocceverreneieneicneenienes 1.83
Copyright NOLICE.......cccvueerirererieereereeeees 1.84(s)
Correction........ccveeeereeeneene 1.84(w), 1.85(c), 1.121
Cost Of COPIES Of ... 1.19
Design application.........ccoveeeveeneeniecenieennene 1.152
Figure for front page.......c.ccccvvvevvnvnnne. 1.76, 1.84())
Filed with application...........ccoeceveirennennenens 181
GraphiCS......covverererireireere s 1.84(d)
Hatching and shading..........cccoeeveecnncninnens 1.84(m)
HOIES ..o 1.84(x)
[dentification........c.cooeeveeneeneerececes 1.84(c)
If of an improvement, must show connection with
Old SITUCLUIE.....c.eeiieiecs s 1.83
Informal drawings........ccoeerrennenenereeeseeeee 1.85
INK. s 1.84(a)(1)
Lead [INES......covreireieese e 1.84(q)
LEgENGS.......ceveiirieerieerieee et 1.84(0)
LELENS. ..o 1.84(p)
Location of NAMES.........cccvvvereicnerenenerieens 1.84(c)
Mask WOrk NOLICE........ccvveerieerieirienieesieens 1.84(s)
Must be described in and referred to
SPECITICALTION. ... 1.74
Must show every feature of the invention.......... 1.83
NO return or rel€ase.......occovveeeverenenerienenen, 1.85(b)
Numbering of Sheets........cocccvvevenrinncnines 1.84(t)
Numbering of VIeWS.......c.ccccoevreinencnenene. 1.84(u)
NUMDENS......oiiiiiiir s 1.84(p)
Original should be retained by applicant.......1.81(a)
PaADEN ...t 1.84(e)
Part of application papers..........ccoeeevererennenens 152
Photographs..........cccoeenennennienrereeeeee 1.84(b)
Plant patent application..........c.ccccoeeeeene. 1.81,1.165
Reference characters.......cccovvveneveeneee 1.74, 1.84(p)
REISSUE......coeeiiirieiee e 1.173
Release not permitted........cccooeevevenencnienennen. 1.85(b)
Required by law when necessary for
UNAErstanding.......coeoeeererereeereseseee e 181
SCAIB...ceeeteeeriete e 1.84(k)
Security Markings........cooevveveerneneeneennns 1.84(v)
Shading......cccvverererreee e 1.84(m)
Size of sheet and margins..........c.ccccveueneee 1.84(f),(g)
Standards for drawings..........ccoeeereereereeennenes 184
SYMDBOIS......oiiiriiiee e 1.84(n)
VIBWS. .ottt 1.84(h)
When necessary, part of complete application...1.51
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Lead liNES......ccovvvererereeeeceeee e 1.84(q)
Legends.......ccceveieveeeeeeieeee e 1.84(0)
(IS 1 = 1.84(p)
Location of NAMES.......ccceeveveereereeeeieeeeeeene 1.84(c)
Mask WOrK NOLICE........ccevrerererereseesiesieneens 1.84(s)
Must be described in and referred to
SPECITICALION.....cvveeeeeecece e 1.74
Must show every feature of the invention.......... 1.83
NO return or rel€ase........cccveveeveceeerieneseseens 1.85(b)
Numbering of Sheets........coeveveveeceeiirireenns 1.84(t)
Numbering of VIews.........cccccevveveeivccncnennenn, 1.84(u)
NUMDELS.....c.coeeieeereeere e 1.84(p)
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=10 1.84(e)
Part of application papers........c.ccccevevveriereeeenns 1.52
Photographs.........ccccevvevevienese e 1.84(b)
Plant patent application...........cc.ccecvvennens 1.81, 1.165
Reference characters.........ccocevvevennnnee. 1.74, 1.84(p)
REISSUE......cvieirieiriereee s 1.173
Release not permitted..........cccceevevvccnvciennne, 1.85(b)
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Security markings.......cccoeeeeeeevenieriesesiennneens 1.84(v)
Shading.....coeeeereeeee e 1.84(m)
Size of sheet and margins...........cc.cceveee. 1.84(f),(9)
Standards for drawings.........cccceeeveerereereeseeene 1.84
SYMBOIS......ociiececece e 1.84(n)
VIBWS. .ot 1.84(h)
When necessary, part of complete application...1.51
Duty of diSClOSUre..........ccccvevvevierieiereeeeeenne 1.56, 1.555
Patent term extenSion.........cocvevvveevevesennnenns 1.765
Patent term extenSion.........cocvevvveevevesennnenns 1.765
Rev. 9, August 2012



MPEP

E
Election of SPECIES.......ccvvvvrvrereieeeeeeeeese s 1.146
Electronic doCUMENtS:..........ccoveerereeeeerereerenene 1.27,1.28
Compact disC SUDMISSIONS..........ccveereerieererenieene
Amino acid sequences ................. 1.821, 1.823, 1.825
Computer program listings .......ccccceveeerevneeeniene 1.96
Incorporation by reference in specification ......... 1.52
Nuclide acid sequences................. 1.821, 1.823, 1.825
REQUITEMENES ... 152
Submitted as part of permanent record .....1.52, 1.58,
1.96, 1.821, 1.823, 1.825
TADIES oo 1.58
Amino acid SEqUENCES ........ccceveuennen. 1.821, 1.823, 1.825
Computer program liStings .......cccocevvvenneneiennenenns 1.96
Incorporation by reference in specification ............. 1.52
Nuclide acid SeqUENCes .........cceue.. 1.821, 1.823, 1.825
REQUITEMENLES ..o 152
Submitted as part of permanent record ..1.52, 1.58, 1.96,
1.821, 1.823, 1.825
LI o)== 1.58
Compact disC SUDMISSIONS..........ccovveereerieerienenieene
Amino acid sequences ................. 1.821, 1.823, 1.825
Computer program listings ........ccceveerevneiennenes 1.96
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REQUITEMENES ..ot 152
Submitted as part of permanent record .....1.52, 1.58,
1.96, 1.821, 1.823, 1.825
TADIES oo 1.58
Amino acid SeqUENCES ........ccceveuennen. 1.821, 1.823, 1.825
Computer program lStings .......cccocevvvervennieninennens 1.96
Incorporation by reference in specification ............. 1.52
Nuclide acid seqUeNCes .........cceue.. 1.821, 1.823, 1.825
REQUITEMENLS ..o 152
Submitted as part of permanent record ..1.52, 1.58, 1.96,
1.821, 1.823, 1.825
LI o)== 1.58
Employee testimony. (See Testimony by Office
EMPIOYEES.) ..ottt 127, 1.28
1.27,1.28
Establishing small entity status............ccceueeue.. 1.27,1.28
Evidence in contested cases before the Board......41.154
Ex parte reexamination. (See Reexamination.)....... 142
Examination of applications:..........c.cccovrerrininennnn 1.42
Advancement of examination..............ccoeeue.. 1.102
ASTO FOrML.ciiiieee e 1.104
Citation of references.........ccoceveveverecrneennne 1.104
Completeness of examiner’s action................. 1.104
Deferral Of ..oovvieeienereeceeeeee e 1.103
Examiner's action.........cccooeveeeeeeecenenencnennns 1.104
International-type search.........ccccoevevnicene 1.104
Nature of examination............cccceeeevvevrecninnnne 1.104
Reasons for allowance..........cccceoeveeveinennnnnne 1.104
Reconsideration after rejection if requested.....1.111
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REISSUE......coeeeeeetere e 1.176
Rejection of claims........c.ccccoevnenninncnnenenn 1.104
Request for continued examination................. 1.114
Reguirementsfor information by examiner .....1.105
SUSPENSION OF ... 1.103
Advancement of examination............c.cccceeueee. 1.102
ASTO FOrMiceeee e 1.104
Citation of references..........ccvvveveerceneicninnens 1.104
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SUSPENSION OF ... 1.103
EXAMINEYS: ..o 1.42
ANSWErS 0N @PPEEL.......oeeveierieee e 41.39
ComplaintS agaiNSt........ccoveereeereeerieerieerieereens 13
INtErViews With........ccoeeeveineinenneceereee 1.133
ANSWErS 0N @PPEEL.......oeeveierieee e 41.39
ComplaintS agaiNSt........ccoveereeereeerieerieerieereens 13
INtErViews With........ccoeeeveineinenneceereee 1.133
EXECULOIS. ..ot 142
Exhibits. (See Models and exhibits))............... 5.19, 5.20
5.19,5.20
Export of technical data..........ccccceeevevrivrivinnnnne 5.19, 5.20
Express abandonment...........cooevvineincinenneenn 1.138
“EXPress Mail”......ccoceereneieienenneee s 16,110
Date of recaipt Of ........ccooeveieieneiireeeeeeeee 16
Petition in regard 10.......ccccoveveieieieiee e 1.10
Date of recaipt Of ........ccooeveieieneiireeeeeeeee 16
Petition in regard 10.......ccccoveriiiieieee e 1.10
EXPUNGEMENL......ooiiiiiie e 1.59
Extension of patent term (See also Patent term
AJUSIMENT): .o e 1.136
Due to examination delay under the URAA (35
U.S.C. 154) oot 1.701
Dueto regulatory review period (35 U.S.C. 156)......
AppPlicant for......oevererieeeee e 1.730
Application for.......ocoveieieneer e 1.740
Calculation Of terM:......cccovveireirereeree s
Animal drug product...........ccocevenerieninieneneens 1.778
Food or color additiVe............coeevvvrenerencnnnnes 1.776
Human drug product..........c.ccccceeeverenereneennns 1.775
Medical device........oovvveireirineee 1.777
Veterinary biological product............ccccceuenee 1.779
Animal drug product..........ccccceerinienienenenen 1.778
Food or color additiVe..........cccoeevnernenencneneenn 1.776
Human drug product............cccceeeeerenenenieneneens 1.775
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Medical deviCe......ccocvvvivrvrinienercee e 1777
Veterinary biological product............cccceeevrvenene. 1.779
APPHCANE O .o 1.730
APPCAIoN TOF ..o 1.740
Calculation Of terM:......cccccvvrererereeree e
Animal drug product..........cccceeereereennicnineeninnes 1.778
Food or color additive...........ccoeeverrininicnieenen 1.776
Human drug product............cccoevvernennicneiennens 1.775
Medical deVviCe......ccoovvvivririinienereee e 1777
Veterinary biological product............cccceeevrvenene. 1.779
Animal drug product..........ccoceevevereiennieneicneeee 1.778
Food or color additiVe...........ccoeeevernennennenenienens 1.776
Human drug product............ccceeeevenninnennennenens 1.775
Medical deViCe......cccovvvvririre e 1777
Veterinary biological product...........cccccceveevrieennen 1.779
Certificate Of extension..........ccccveevererenenenenn 1.780
Conditions fOr......cccevvverierererere e 1.720
Correction of informalities .........ccovvvvriennenens 1.740
Determination of eligibility........ccccoceoiveiinennnnnn. 1.750
Duty Of diSCIOSUrE........ccerereirieirieceeece e 1.765
Filing date of application...........ccccoeeerecereeiennnn 1.741
Formal requirements ..........ccoeeeveeneeneccnieennee 1.740
Incomplete application ..........ccccvervenrieniecenn. 1.741
Interim extension under 35 U.S.C. 156(d)(5).....1.790
Interim extension under 35 U.S.C. 156(€)(2).....1.760
Multiple applications..........ccoceeevevreieneccneenene 1.785
Order granting interim extension ...........ccoceeve... 1.780
Patents SUbject 10......ccccoeveereireeeee 1.710
Signature requirements for application .............. 1.730
Termination of interim extension granted under 35
(GRS O 1515](c) () N 1.791
Withdrawal of application...........ccccccvvrrineennnn. 1.770
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Patents SUDJECE 10.......cvvveeriririrereereeee s 1.710
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EXtension of tiMe........cccovevrvneeerneeene s 1.136
FEES. ..o 117
Interference proceedings.........ccovveveeereeereeenenn 41.4
FEES. ..o 117
Interference proceedings.........ccovveveeereeereeenenn 41.4

F

Facsimile transmission.........coeeeveerecnieennene 1.6(d), 1.8

Federal holiday within the District of Columbia.....1.9(h)

Federal Register, publication of rulesin................. 1.351

Fees and payment of money:.........ccoceovvereeninennn 111
Credit Card.......ooeovveevierineeeee s 1.23
DepPOSit @CCOUNLS........cvereerereeiereeiereeiesieeseenesieeas 1.25
Document supply fEES ... 1.19
Extension of time.........cocoeveereineienciencsees 117
Fee on appeal to the Court of Appealsfor the Federal
Circuit provided by rules of court.................... 1.301
Fees payable in advance............ccocecvvenennenens 122
Foreign filing license petition...........c.cccc...... 1.17(g)
For international-type search report.............. 1.21(e)
[temization required ..........ccocooevrernenecneene 122
Method of payment..........ccoeereereieneieneneneens 1.23
Money by mail at risk of sender..........ccoceevnenene 1.23
Money paid by mistake..........c.cccveereiencnnenens 1.26
Necessary for application to be complete.......... 151
Petition fees ......cccovveeienrinienen. 1.17,1.181, 41.20
Post allowance ..........cooveereineineeeeeie 1.18
Prioritized examination under 37 CFR
I 012 () ST 1.17
Processing fees.......oovvireereire e 117
Reexamination request..........cccveeerenerienenn 1.20(c)
REFUNAS.....eoeeee e 1.26
Relating to international applications .....1.25(b),
1.445, 1.481, 1.482, 1.492
Schedule of feesand charges............c.c..... 1.16-1.21
Credit Card.......cooovveeneriseeeeeeees 1.23
DepPoSit @CCOUNLS........cvervevereeierieiereeiesieesrenesieeas 1.25
Document supply fEeS ... 1.19
Extension of time........ccocoeveeneeneiencenenneee 117
Fee on appeal to the Court of Appealsfor the Federal
Circuit provided by rules of court.................... 1.301
Fees payable in advance............ccocecveenenneens 122
Foreign filing license petition...........c.cccc...... 1.17(g)
For international-type search report.............. 1.21(e)
[temization required ........cccoooevrerneneeneeneee 122
Method of payment..........ccoeeveiveieneienennieens 1.23
Money by mail at risk of sender..........ccoceevneneee 1.23
Money paid by mistake..........c.cccveeneininnenens 1.26
Necessary for application to be complete.......... 151
Petition fees ......cccovveeinrinienen. 1.17,1.181, 41.20
POst @llowanCe .........cooveeveeneireeeese 1.18
Prioritized examination under 37 CFR
I 012 () ST 1.17
Processing fees.......oovvireereireree e 117
Reexamination request..........ccoveeerenerienenn 1.20(c)
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REFUNAS......ooiiiie e 1.26
Relating to international applications .....1.25(b),
1.445, 1.481, 1.482, 1.492
Schedule of fees and charges.........c..co....... 1.16-1.21
Files open to the publicC.........ccccvevvvnienn e, 111
Filing date of application.........c..cccceevvvievervrerieeenens 1.53
Filing, search, and examination fees.............cccueuee. 1.16
Filing in Post OffiCe.......ccccvvvirerercreeeceeee e 1.10
Filing of interference settlement agreements........ 41.205
Final rglection:......ccccceeveereneniere e 18
Appeal fromM......cccovirie e 41.31
RESPONSE 10....cccveeeeevreeieere e 1.113, 1.116
When and how given..........ccccveeneenencnieenn, 1.113
Appeal fromM......cccovirie e 41.31
RESPONSE 0. 1.113, 1.116
When and how given..........ccccveeneenencnieenn, 1.113
First Class Mail (includes Priority Mail and Express
M) ot 18
Foreign appliCation..........cccoervennenrieneeneeseeeane 1.55
License to file......coovvvreneneeee e, 5.11-5.25
License to file......coovvvreneneeee e, 5.11-5.25
FOreign CoUNLIY:......ccoveeerieerieeree e Part 150
Taking 0ath iN.....cccooiiiiiii e 1.66
Taking testimony in........ccccoeeeieneeencnenn 41.156(b)
Taking 0ath iN.....cccooiiiiiii e 1.66
Taking testimony in........ccccoeeeieneeencnenn 41.156(b)
Foreign mask work protection.............ccceeevenene Part 150
Evaluation of request.........cccoceeenerenenenenene 150.4
DefiNitioN.......ccoireree e 150.1
Duration of proclamation............c.cceeevererenenne 150.5
Initiation of evaluation.............c.ccoeevvvenenenenne 150.2
Mailing address.........ccceeeerenenenesesese e 150.6
Submission Of reqUESES........ccooeveveiererie e 150.3
Evaluation of request.........cccoceenerenencnenene 150.4
DefiNitioN.......ccoireree e 150.1
Duration of proclamation............c.cceeevererenenne 150.5
Initiation of evaluation.............c.ccoeevvvenenenenne 150.2
Mailing address.........ccceeeerenenenesesese e 150.6
Submission Of reqUESES.........ccovvvevererericieenes 150.3
Formulas and tables in patent applications............... 1.58
Fraud practiced or attempted on Office.................... 1.56
Freedom of Information Act (FOIA) ................. Part 102
Appealsfrom initial determinations or untimely
AElaYS .o 102.10
Business information .........c.ccccoeevvieneeiennienenn 102.9
Correspondence address .........c..cceueee. 102.1, 102.4
Expedited processing ........cccoeeeevievenenieiennens 102.6
FOES it 102.11
Public reference facilities .........cocoeevvrenerienene 102.2
RECOMAS ..o e 102.3
RespoNSeS tO reqUESES ......cvovvevvveeriee e 102.7
Responsibility for responding .........cccccoeveiviennnns 102.5
TIME HIMILS o 102.6
Responsibility for responding .........cccceevvevvnienene 102.5
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TIME [IMILS cveeeiecece e 102.6
Appealsfrom initial determinations or untimely
EAYS oo 102.10
Business information ...........ccoeeveeneeinieennnn 102.9
Correspondence address ..........ccccevenee. 102.1, 102.4
Expedited processing .......c.ccoveereenieienienennene 102.6
FEES . 102.11
Public reference faCilities ........cccoeevvecerecee 102.2
RECOIAS ...ovveceeee e 102.3
RespONSES t0 reqUESES ........oeceeveereerrereenenens 102.7

Responsibility for responding ..........cccoeevveennen 102.5
TIME [IMILS cvveeee e 102.6

Responsibility for responding .........c.ccoceveveennenens 102.5

TIME [IMILS cveeeiecece e 102.6
Requirements for making requests.................. 102.4
Requirements for making requests.................. 102.4

G

Gazette. (See Official Gazette)).........ccvee.. 1.25,1.136
1.25,1.136

General authorization to charge deposit account.....1.25,

1 ) 1 3 6

General information and correspondence............. 11-1.8

Government acquisition of foreign patent rights.....Part

5 0 1

Government employee invention.............ccoeuenee. Part 501

Government interest in patent, recording of....3.11, 3.31,

3 . 4 1 3 5 8

Governmental registers.......cocovveereiereierereseresenens 3.58

Guardian of insane person may apply for patent......1.43

H

HEAINMNGS: ..o 1.6, 1.7
Before the Board of Patents Appeals and
INtErfErenCeS.....covv e 41.47
Fee for appeal hearing.........cccoceoeiriiininicnnne 41.20
Before the Board of Patents Appeals and
INtErfErenCeS.....covv e 41.47
Fee for appeal hearing.........cccoceoeiriiininicnnne 41.20

Holiday, time for action expiring on.................... 16,17

I

Identification of application, patent or registration.....1.5

Inconsi stencies between application data sheet and oath

Or declaration ........cccoceeeeeeneiene e 1.76(d)

Incorporation by reference..........cocooeeeeeinicnincnnns 157

Information disclosure statement:...................... Part 102
At time of filing application..........c.cccceeevenunnnn. 151
CONtENt Of ......cvereeeereierierese s 1.98
Not permitted in provisional applications.......... 151
Reexamination...........cccoeerererenenennns 1.555, 1.902
Suspension of action to provide time for
consideration of an IDSinaCPA .............. 1.103(b)
Third party submission Of..........cccccceevenienenienn 1.99
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To comply with duty of disclosure.................... 197
At time of filing application............ccoceeerrennee 151
Content Of ....eeeveeecece e 1.98
Not permitted in provisiona applications.......... 151
Reexamination........c.ccceeeeeveeiceeseesnens 1.555, 1.902
Suspension of action to provide time for
consideration of an IDSinaCPA .............. 1.103(b)
Third party sSUbmMIisSion Of ........c.cccoeenennienennen. 1.99
To comply with duty of disclosure.................... 197
Information, PUBIIC.........coccveeeiiieceece e Part 102
Insane inventor, application by guardian of.............. 1.43
Inter partes reexamination. (See Reexamination.).1.416
INtErfEreNCES:.. ..o 1.416
Abandonment of the contest...........ccccoeenee 41.127
Access to appliCations..........coeeveereeereeeeneas 1.11(e)
Addition of patent or application................... 41.203
Amendment during..........coeeverereneereeeneenes 41.121
Appeal to the Court of Appeals for the Federa
CIFCUIL. et 1.301, 1.302
Applicant reqQUESES.........ccvvvereireneneieeeees 41.202
ArDItration........cceveeeeeeeeeece e 41.126
Burden of proof...........ccoeeveeneinennennen 41.207
CiVil 8CtHON.....ecececieee e 1.303
Common interests in the invention................ 41.206
Concession Of Priority.......cccoeerrerrerenenenn 41.127
Copying claims from patent.............. 41.121, 41.202
Declaration of interference..........cccceevvveeenen. 41.203
DefiNitionS.......ccooeieirireceere s 41.201
Disclaimer to avoid interference.................... 41.127
DiSCOVENY ..ottt 41.150
Extension of time........ccccoovvvvenienenenee e 41.4
In what cases declared.........cccevveevevvernrennnn 41.203
Junior party fails to overcome filing date of senior
PAY ..ot 41.204
Jurisdiction over involved files...................... 41.103
Manner of service of papers.........ccccoeeereenne 41.106
MOIONS.....cieieereieie e 41.121
Notice to file civil action.........c..ccecvvevereecnee 1.303
Notice of declaration..........ccceceveeeererierereenn 41.203
PELitiONS.. ..o 41.3
Presumption as to order of invention............. 41.207
Priority Statement........ccocoeeveenennennenen 41.204
Prosecution by owner of entire interest............. 41.9
Records of, when open to public................... 1.11(e)
Requests by applicants..........ccoceceveiererenienene 41.202
Review of decision by civil action................... 1.303
SAME PAMTY....vierereirrieeeee s 41.206
SANCLIONS ..o e 41.128
SECTECY Order CASES......coveereeereeereeereeneeieneenes 5.3(b)
SErVice Of PaPENS.....ccoovreererrerere e 41.106
Statutory disclaimer by patentee during........ 41.127
Suggestion of claims for interference............ 41.202
Suspension of other proceedings................... 41.103
Time period for completion............cccceeennee 41.200
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Trandation of document in foreign SUBMISSION O ... 4.3
[ANQUBGE. ..o 41.154 Withdrawal Of ... 4.3
Abandonment of the contest.............cceeuee.e. 41.127 Publication Of .........coccoveevieviece e 41,43,45
Access to applications..........cceceverererereneenes 1.11(e) REDIY 10, e 44
Addition of patent or application................... 41.203  SUBMISSION Of ..cveiiiiiciicencee e 4.3
Amendment during.........ocoeveeereeererereneneens 41,121  Withdrawal Of .......cccovririiriicee e 4.3
Appeal to the Court of Appeals for the Federal Complaints regarding..........c.cccceeeerererenennen. 4.1-4.6
(O] (o1 S 1.301, 1.302 Publication Of........ccccevevieeeeee e 41,43,45
Applicant reqUESES........coeereereererienes 41.202 REPIY 0.t 44
Arbitration.......c.ccecvrienieveseeeee e 41.126 501 o0 4150 o ) S 43
Burden of proof..........cccoevverninnineicneee, 41.207 Withdrawal Of........cccoveirninice e 4.3
(@Y 1 I=ox £ o o U 1.303 Publication Of .........coccoveevieviece e 41,43,45
Common interests in the invention................ 41.206 REDIY 10, e 44
Concession of Priority.......cccoeevevenenenenennnn. 41127  SUBMISSION Of c.cveiiiiiiceee e 4.3
Copying claims from patent.............. 41.121,41.202  Withdrawal Of.......ccooviinrincinrreee e 4.3
Declaration of interference. ......ooevvvev. 41.203 TS ITLTILs LT 42
D§f|n|F|ons .......... e 41.201 REDIY t0 COMPIAINt ..o a4
Disclaimer to avoid Interference. ............. AL127 Y TOTITS T 42
Dlscov_ery......: ................................................ 41.150 REPIY 0 COMPIAING...rrreeeerreeerer oo seeeeen 4.4
Extension of time......cceeeveeeeeeceeeeece e 41.4 Inventor (See also Applicant for patent, Application for
In what cases declared.........ccocevevvevevenennnne. 41.203 .
: ) - ; PALENL) et 1.55
Junior party fails to overcome filing date of senior
DY oo 41.204 Death or insanity of inventor................. 142,143
Jurisdiction over involved files.........ccco......... 41.103 In an international application................. 1.422,1.423
Manner of service of Papers...........ccooweeen.. 41.106 In an international application..................... 1.422,1.423
MOLIONS......cvveveeieesee e 41.121 Refuses to sign application...........ccccc.oeeeeeneeee. 147
Notice to file Civil aCtioN........c..vvverrreerreiees 1.303 To make application........c.....coovvevereeenene. 141,145
Notice of declaration........oveevveeeee e, 41.203 Unavailable..........ooooeeiciiiceie e 1.47
PELLIONS. ..oovvovveresieises sttt 41.3 Death or insanity of inventor.................... 1.42,1.43
Presumption as to order of invention............. 41.207 In an international application................. 1422, 1.423
PrOFity SEALEMENt.....rrseereeerseres e 41204  Inaninternational application.................. 1422, 1.423
Prosecution by owner of entire interest............. 41.9 Refuses to S|gn application ................................ 147
Records of, when open to public................. 1.11(e) To make application...........cccceeeverenennnne 141, 1.45
Requests by app| TCANES. e, 41.202 Unavailable..........ccoveveiiiiiieceece e 1.47
Review of decision by civil action.................. 1.303 Inventor’s certificate priority benefit.............coc..e. 155
SAME PATY oo 41206  Inventorship and date of invention of the subject matter
SANCHONS oo 41.128  of individual claims..........ccccoorrinininiee e 1.110
Secrecy OFEl CBSES...oooeeee e, 53(b) ISSUE TEB....oiiiicee e 1.18
SErViCe Of PAPENS. ... seeeereeeenees 41.106  Issueof patent. (See Allowance and issue of patent.)......
Statutory disclaimer by patentee during........ 41.127 3
Suggestion of claims for interference............ 41.202
Suspension of other proceedings................... 41.103  Joinder of inventions in one application................. 1141
Time period for completion...........ccoceeveueneee 41.200  JoINt iINVENOTS......coevrereeerieenieeeieeeeene 1.45,1.47,1.324
Trandation of document in foreign Joint patent to inventor and assignee............... 1.46, 3.81
[ANQUBGE. ..o 41154 JUFSAICHION: ...
!I_nrgtna;' onal application. (See Patent Cooperation 1416 After decision by Board of Patent Appeals and
Y2 F TSRS 1.416 rfterferer_m%"];'él‘l .................................. 1197, 132
. - - . ' ter notice of allowance.........c.ccceveevvervrienenn. .
:Eg\r:?g/\(/)nir?rs;rr;“ nary Examining Authority... igg Over involved files......covvvvineceneceseece 41.103
nierview sumr exammer ............................. 11331560 After decision by Board of Patent Appeals and
ITVENHON PIOMOLETS...... oo e 1 55 Interferences........cocvvveveveevevcees e 1.197, 1.198
""""""""""""""""""""""""""" ' After notice of allowance...........c.cccceveennee.. 1.312
Complaints regarding..........ccccveeereeeereierenens 4.1-4.6 Over involved files.......cocvvvvineieneccsecce 41.103
Publication Of .........ccceeeeeeciccee e 41,4345
REDIY 10, 4.4
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Acceptance of delayed payment of.................. 1.378
L Address for payments ........ccccceeveveeieeennnnnn, 1.1(d)(2)
LpSEd PAENS.....oorrr 1317 Address for correspondence (at PTO).......11(c)(2)
Legal representative of deceased or incapacitated Address for correspondence (applicant’s) ...... 1.363
L= 210 SO 1.42-1.43, 1.64 Review of decision refusing to accept............. 1.377
Legibility Of PAPErS.........omveeeeeeeeeeeeeeeseeeeeeeesenees 1.52 SUBMISSION OF v 1.366
L etters to the Office. (See Correspondence_) _______ 119(0) Time for payment (o] 1.362
1.19(c) Mask work notice in specification.............ccc....... 1.71(d)
Library Service fee.........ommmmmreieressreessressneennnns 1.19(c)  Mask work notice on drawing............cc.coccoevvuenane. 1.84(s)
License and asg'gnment of government interest in Mask work protection, foreign ........................... Part 150
T 1= 2 SO 311,331,341  Microorganisms. (See Deposit of biological
License for forei gn f|||ng __________________________________ 5.11-5.15 material ) ................................................................... 1.25
List of U.S. patents classified in a subclass, cost 125
OF e 1.19(d)  Minimum balance in deposit accounts...................... 125
Local delivery boX rental..........oo.ooveeeveeeeeereeerennnn. 1.21(d)  Missing pages when application filed.................. 1.53(¢)
LOSEFIlES. v rvvevaeeereeeesseeseessseses s 1251  Mistakein patent, certificate thereof issued.1.322, 1.323
Models and exhibits:.........cccoeveerrniiennneenas 41.121
M
(@00 011> o 1.95
=T IS o] o 1.20 Disposal without notice unless return arrangements
VL TSt S 150.6 made......... EE T TSI 194
[ TS o] o I - N 1.1(a)(3) I on examination model found necessary request
Mail SIOP 2o 4.3(c) therefor Will Be Mage........vvovsvrsvsves 191
Mail Stop Assignment Recordation In contested CASESvvvvrnnen 41.154
Services...... 1.1(3)(4), 327 May be required.............. s e RN 191
Mail Stop Document Services..........cc.c...... 1.1(a)(4) Model not generally admitted in application or
Mail Stop Ex parte Reexam................... 1.1(0)(1) patent ................ RS 191
Mail Stop Inter partes Reexam ................ 1.1(c)(2) Not to be taken from the Office except in custody of
Mail Stop INErference .........ooooevrrrrsrreeen 41.10(b) sworn er?ployee ................................................. 1.95
Ml SIOP LER «eooeeererreeeeeees oo eeeeee 5.1 Retukrp Of e, RS 1.94
Mail Stop M Correspondence .................. 1.1(d)(2) Wor. mgfmodel may be required...........cccoeunee. 191
Mail StOP OED ..ooeoeoereeeeee oo 46 Cgp|es Of i s 1.95
Mail Stop Patent EXt ......c..ccoceeveeevenreererernnens 1.1(e) Disposal without notice unless refurn arrangements
M ail Stop PCT ..... 1.1(b), 1.417, 1.434(a), 1.480(b) made ......... e AR 1 .94
TS o) 1 150.6 I on examination model found necessary request
Mail Stop 8 11(3)(3) therefor will be made..........ccocovvvvvievercceee 191
ML SIOP 2o, - 43(0) e 41.154
Mail Stop Assignment Recordation May be required.............. s e RN 191
S AV o= 1.1(a)(4), 3.27 Model not generally admitted in application or
Mail Stop Document Services................... 1.1(9)(4) patent ................ RS 191
Mail Stop Ex parte Reexam.........c.ccceeeeneee 1.1(c)(1) Not to be taken from the Office except in custody of
Mail Stop Inter partes Reexam .......... 11(0)(2) sworn er?ployee ................................................. 1.95
Mail Stop INErference .........ooooevrrrrssree 41.10(b) Returt\ Of e, RS 1.94
Mail SEOP LER oreeevereeeeseeees e e ssenee 5.1 Working model may be required..................... 1.91
Mail Stop M Correspondence ...........c....... 1.1(d)(2) Money. (See Fees and payment of money.).......... 41.121
Mail SIOP OED oo 4.6 o 41121
Mail StOp PAENt EXE w.vvrreeeeeeeeseeeeeeeerene 1.1(¢) Motions in INterferenCes.........covvverreneeneenenns 41.121
Mail Stop PCT .....1.1(b), 1.417, 1.434(a), 1.480(b) To take testimony in foreign country........ 41.156(b)
Maintenance feeS........cccovrrerrerrienreeeee e 1.20 To take testimony in foreign country........ 41.156(b)
Acceptance of delayed payment of .................. 1378 N
Address for payments ........c.cccevevnenenienen 1.1(d)(2) ' .
Address for correspondence (at PTO)........1.1(d)(2) ~ Nameof Applicant or Inventor (see Applicant for patent,
Address for Correq:)ondence (app“cant’s) ______ 1.363 Appllcatlon for patent, |n\/ent0r) ............................. 1.121
Review of decision refusing to accept............. 1.377 1121
SUDMISSION Of ..vvovoevivrseiesssssesssessssnsenns 1.366  New matter inadmissiblein application.................. 1121
Time for payment Of ..........ccc.oevveeeeereerrerennenne. 1.362  New matter inadmissible in reissue.............cc........ 1173
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Non-English language specification fee............. 1.17() Certificate of Officer admiNistering.............. 166
Nonprofit organization:............ccocvevrerrieneieseceseesees CONtNUAHON-IN-PAt oo 1.63(e)
DEfiNItioN......ccoevicere e 1.27 DeClaration.........ccevrevereereseseeeeee e e 1.68
Small entity StatUS........ccevrereereeereeeeeee s 127 Foreign language........cccvvevvreneneneeniesieneeeennas 1.69
DEfiNItioN......ccovvecere e 1.27 International application............ccocevevvevriernnnnne 1.497
Small entity StatUS........ccevrereereeereeeeeee s 127 Inventor's Certificate.......cccoovveeveieecieceeciecnenn, 1.63
[N o= Made by inventor.........c.cceceveeeeereeenennens 1.41,1.63
OF allowance of ApliCatION. ... 1311 Made by someone other than inventor .........1.64(b)
Of appeal to the Court of Appeals for the Federal Officers authorized to' adr_n| nister oaths............. 1.66
STLT 1.301, 1.302 Part of COMPIEte ZPpliCaion......vsvevven 151
OF QrDIFEiON AWAT. ..o 1335 PErsON MakING. ..ot 164
Of defective ex parte reexamination ;I:;l'ji;r)gﬂegrt]gpgfhcanon .................................... 1.1125
FEOUESE....c.verereesrere e 1.510(c T '
Of declaration of interference................. 41_2(0:),) Ribboned to other papers.........c.cooveerenenenenen. 1.66
Of oral hearings before the Board of Patent Appeals Sgaled ................................................................. 1.66
and INterferences........coeeevvveeveecce e 41.47 SIGNAUE 0. 1.63,1.64,1.67
Of rejection of an application.............cccceeueee 1104 Supplemental .................. s 1.67
Of taking testimony.........ccoveereereeneenes 41.157(c) To acknowledge duty of disClOSUFE.................. 163
Of allowance of application...........c.coceereuenns 1311 When taken abroad to sedl all papers............ 1.66
Of appeal to the Court of Appeals for the Federal Apostles.......ccceenee. TR JRm— 1.66
CHFCUI..ovreeereeees e 1.301, 1.302 Before whom taken in foreign countries...........1.66
OF ADItrEtion ANAIT......coereeoeserserersererse 1335 Before whom taken in United SIaes............. 166
Of defective ex parte reexamination By admi qlsxratqr or executor........... 1.42, 1.63, 1.64
FEQUESL 1510() ~ BY guardian of insane person....... 143, 163, 1.64
Of declaration of interference............ccooeune.e. 41.203 Cem.f' catg of .Off' Cr MINISEING..o.eoo 1.66
Of oral hearings before the Board of Patent Appeals Conti nugtlon-ln-part ...................................... 1.63(e)
and Interferences......... 4147 Declgratlon ......................................................... 1.68
Of rejection of an application...............ccuee.... 1.104 Forei gn Ianguage: ..... e 1.69
Of taking testimony.........ccccceeeeeeeeniennnenns 41.157(c) Internatl,o na appllcatlon """""""""""""""""" 1.497
Nucleotide and/or amino acid SEqUENCES:................... Inventor§ Certificate......covevereeeeeereeeeene, 1.63
Made by inventor.........c.cccevereeeereeenennens 1.41,1.63
AMENAMENES TO.....coceveiiieee e 1.825 Made by someone other than inventor ......... 164(b)
Disclosure in patent applications................... 1.821 Officers authorized to administer oaths............. 1.66
Form and format for computer readable form..1.824 Part of complete application.................ccoovveenne... 1.51
Format for sequence data...............cocovvveen. 1.822 Person Making............oeveeveeeeerreeenseiesienseenneen. 1.64
Replacement of..........ccoeveveinnincncceee 1.825 Plant patent appliCation............cccoevververeneen. 1.162
ReqUIremMents.........cccooeeeeerenene e 1.823 REQUIFEMENES Of ..., 1.63
Submission on compact disc .......1.52, 1.821, 1.823 Ribboned to other papers.........c...cooveevvervenreenne. 1.66
SYMBOIS..oooi 1.822 SEAEH. ...t 1.66
AmMendmeEntS t0......ccvvvveeceeiiecceeeee e 1.825 S T0]07= 101£=1 10 T 1.63, 1.64, 1.67
Disclosure in patent applications.................... 1821 SUPPIEMENEEL ...oooovevreieieee e 1.67
Form and format for computer readable form..1.824 To acknowledge duty of disclosure.................... 1.63
Format for sequence data............ccevveeereeennen 1.822 When taken abroad to seal all papers............... 1.66
Replacement Of e 1.825 Oath or declaration in reissue app“canon _______________ 1.175
REQUIrEMENES........oooiiis 1823 Oath or deClaration...........cooeeveveeeeeereeeerseesreeseeeseons 1.73
Submission on compact disc ....... 1.52,1.821,1.823 _—
SYMDBOIS....cvceiiieireiceeee s 1.822 Plant patent appllcatlon.: """ e 1.162
When international application enters national
@] SAGE....coiieee e 1.497
Pl lication........cccovvveveeerecerecienn, 1.162
Oath in patent application. (See also Declaration):.1.175 Win;nﬁ?\tgagt?gn:latagplicati on enters national 6
APOSLIES......oivietieee e 1.66 SEAYE.....eceiecer s 1.497
Before whom taken in foreign countries........... 1.66  Object of the invention...........c.coccvevveicinnccienennn 173
Before whom taken in United States................. 166  Officeactiontimefor reply.......cccovevieneneininccnnns 1.134
By administrator or executor........... 1.42,1.63,1.64  Officefees. (See Fees and payment of money.).......... 12
By guardian of insane person.......... 1.43,1.63,1.64 12
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Official action, based exclusively upon the written

(1= 0] o RSO S 1.2
Official business, should be transacted in writing......1.2
Official Gazette: ..o 12
Amendments to rules published in.................. 1.351
Announces request for reexamination.....1.11(c),
1 . 9 0 4
Notice of filing application to nonsigning
1 9177= 1 (o ) 1.47
Notice of issuance of ex parte reexamination
CErtifiCate. ..o 1.570(f)
Notice of issuance of inter partes reexamination
CENtifiCale.. i 1.997
Amendments to rules published in.................. 1.351
Announces request for reexamination.....1.11(c),
1 . 9 0 4
Notice of filing application to nonsigning
1 9177= 1o ) 1.47
Notice of issuance of ex parte reexamination
CErtifiCate. ..o 1.570(f)
Notice of issuance of inter partes reexamination
CENtifiCale. i 1.997
Oral StatemMeNtS.......cccvveveererereeeeeeeee e 12
P
Payment of fees, Method..........cccceeevevieivcivcnecnn, 1.23
Paper, definition of ..o 1.9
Papers (requirementsto become part of Office permanent
FECONUS) .ttt 152
Papers not received on Saturday, Sunday, or
NOLTAAYS.....cee e 1.6
Patent application. (See Application for patent and
Provisional patent applications.)................... 1.702-1.705
Patent application publication. (See Published
APPHCALTION.) v 1.702-1.705
Patent attorneys and agents. (See Attorneys and
BOENES.) e 1.702-1.705
Patent Cooperation Treaty:........c.occvverervenene. 1.702-1.705
Access to international application files ......1.14(g)
Amendments and corrections during international
PrOCESSING. . ..eeveeereenerrinerreesieseeresee e saenes 1471
Amendments during international preliminary
EXAMINGLION.....cvevveeeieie e 1.485
Applicant for international application............ 1421
Changes in person, name or address, where
L= IS 1.421(f), 1.472
Conduct of international preliminary
EXAMINGLION.....cvevveeeieie e 1.484
Copies of international application files ......1.14(qg)
Definition of terms.......ccccceveeeevincecene s, 1.401
Delaysin meeting time limits............ccccoceeneee. 1.468
Demand for international preliminary
EXAMINGLION.....cvevveeeieie e 1.480
Designation of States.........cccovveeereeeneeienieenenne 1.432
Entry into national stage...........cc.ce..... 1.491, 1.495
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Examination at national stage............coceeeeuenee. 1.496
FEES: ..o 1.421(b)
Authorization to charge fees under 37 CFR 1.16
.......................................................................... 1.25(b)
Due on filing of internationa application......1.431(c)
Failure to pay resultsin withdrawal of
apPlCATON. ... 1.431(d), 1.432
Filing, processing and search fees...........ccovu.e.. 1.445
Internationa Filing Fee................... 1.431(c), 1.445(b)
International preliminary examination.....1.481, 1.482
National stage........coevrevereiineirieenene 1.25(b), 1.492
REfUNGS........ciiiee 1.446
Authorization to charge fees under 37 CFR 1.16
.............................................................................. 1.25(b)
Due on filing of internationa application.......... 1.431(c)
Failure to pay resultsin withdrawal of
APPIICAION. ... 1.431(d), 1.432
Filing, processing and search fees..........c.coccveeveennne 1.445
International Filing Fee..........ccoeun.e.. 1.431(c), 1.445(b)
International preliminary examination......... 1.481, 1.482
National Stage........ccooeveereereeriecreienes 1.25(b), 1.492
REFUNGS......cooiriiire e 1.446
Filing by other than inventor....................... 1.421(b)
International application requirements............ 1431
ADSIFACE. ... 1.438
ClaiMmS. ..o 1.436
DESCIPLION. ... 1.435
DIaWiNgS....c.ceveuerieerieneeiereeesee e seens 1.437
Physical requirements..........ccocoeeeeeneneeenserennens 1.433
REQUESL.......oeeeereeeee e 1.434
ADSIFEC. ... 1.438
ClaiMS...c.ciiieeeree e 1.436
DESCIPLON. ...ttt 1.435
DIaWinNgS....c.ceeeeiereeieneeie st 1.437
Physical requirements..........coecveeereerennensennenes 1.433
REQUESL.......eeeeeieee s 1.434
International Bureau...........c.cccoevevencrincnienenn. 1.415
Internationa Preliminary Examining
AULNOFTEY ..o 1.416
Inventor deceased.........ccvvvvverrennenenenereenne 1.422
Inventor insane or legally incapacitated........... 1.423
Inventors, joINt.........cooeveverrenenienenn 1.421(b), 1.497
National stage in the United States.................. 1.497
COmMMENCEMENT........cciirerereeeeeeeeeee e 1.491
COMMENCEMENT........cceiiieiree e 1.491
ENIY .o 1.491, 1.495
ENTY oo 1.491, 1.495
EXamination.........ccccoveineinnnnnenesens 1.496
EXamination.........cocooveereineienecnes e 1.496
FEES. .. 1.25(b); 1.492
FEES. ..o 1.25(b); 1.492
Oath or declaration at nationd stage............... 1.497
Priority, claim for.......cc.ccocevevveenen. 1.55, 1.451, 1.452
Record copy to International Bureau, transmittal
ProOCEAUIES.......coveirieerieeete e 1.461
Representation by attorney or agent................ 1.455
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Time limits for processing applications.....1.465,
1 . 4 6 8
United SEateS @S......coeereeerieerirerieeseereseee s
Designated or Elected Office.......cccvvvvrverecnnnne. 1.414
International Searching Authority............c.cc..... 1.413
Recaiving OffiCe.......ccvvviininircccece 1.412
Designated or Elected Office........cccovvrenereneninnene 1.414
International Searching Authority...........ccccceevevenee 1.413
Recalving OffiCe......ccuvvirnineierer e 1.412
Unity Of INVENLioN:.........coovierirircrceeseces
Before International Searching Authority.....1.475,
1 . 4 7 6
Before International Preliminary Examining
AULNOTIEY .o 1.488
National Stage......cccovveereereeierereseneneens 1.475, 1.499
Protest to lack Of.....coovevvvveecicieceeeee 1.477, 1.489
BeforeInternational Searching Authority.....1.475, 1.476
Before International Preliminary Examining
AULNOFTEY ... 1.488
National Stage.......ccccevererereereeierrenerereneens 1.475, 1.499
Protest to lack Of ......ocoveveveieiiiceeccee e 1.477, 1.489
Access to international application files ......1.14(g)
Amendments and corrections during international
PrOCESSING. . ..veveveeenereenerieesieseere e seeseseenes 1471
Amendments during international preliminary
EXAMINALTION. ..ot 1.485
Applicant for international application............ 1421
Changes in person, name or address, where
1L o 1.421(f), 1.472
Conduct of internationa preliminary
EXAMINALTION. ..ot 1.484
Copies of international application files ......1.14(qg)
Definition of terms..........ccccoevvirniinniinecnnes 1.401
Delaysin meeting time limits.........c.ccccoeennee. 1.468
Demand for international preliminary
EXAMINALTION. ...ttt 1.480
Designation of States.........cccovveeereenieienieennens 1.432
Entry into national stage...........ccoeuene... 1.491, 1.495
Examination at nationa stage..........c.cccveennee 1.496
FEES. ..o 1.421(b)
Authorization to charge fees under 37 CFR 1.16
.......................................................................... 1.25(b)
Due on filing of international application......1.431(c)
Failure to pay resultsin withdrawal of
apPlICAION.....coveervieeree e 1.431(d), 1.432
Filing, processing and search fees............c.c...... 1.445
International Filing Fee................... 1.431(c), 1.445(b)
International preliminary examination.....1.481, 1.482
National Stage........ccoeveereiereereininens 1.25(b), 1.492
REFUNDS......c.oiviiirieiiec s 1.446
Authorization to charge fees under 37 CFR 1.16
.............................................................................. 1.25(b)
Due on filing of international application.......... 1.431(c)
Failure to pay resultsin withdrawal of
APPHCALTON. ... 1.431(d), 1.432
Filing, processing and search fees........ccoveveueneee 1.445
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International Filing Fee.......c.ccocveuenen. 1.431(c), 1.445(b)
International preliminary examination......... 1.481, 1.482
National Stage........ccecevevereerieieeieeirieseeeens 1.25(b), 1.492
REFUNDS......cooiiieicee e 1.446
Filing by other than inventor...................... 1.421(b)
International application requirements............ 1431
ADSIFACE. ... 1.438
ClaiMmS. ..o s 1.436
(D= Sox 1] o) (o] o IS 1.435
DIraWingS......ccieieienenieseseeseseeseeeeeeseeseeseesenseens 1.437
Physical requirements..........cccceeeeeeeresesiesnnnens 1.433
REQUESL.....c.eeeeeseeeseee e 1.434
ADSIFECL. ... 1.438
ClaiMS...c.ccieeeie e 1.436
[D=-5Tox ] o) (o] o 1SS 1.435
= V1T 0o 1.437
Physical requirements..........cccceeeeerereeenesesenens 1.433
REQUESL.......eeee e 1.434
International Bureau...........c.cccovevvvencrenerinenn 1.415
International Preliminary Examining
F U 11 00 Y 1.416
Inventor deceased.........ccvevvvererenerenenenese s 1.422
Inventor insane or legally incapacitated........... 1.423
Inventors, joiNt.......ccccvevvevvennnnnenns 1.421(b), 1.497
Nationa stage in the United States.................. 1.497
ComMMENCEMENT........cciierereeeeeeeee e 1.491
COMMENCEMENT........coeiireirree e 1.491
11 RS 1491, 1.495
11 1491, 1.495
EXamination.........ccccoveiveiennnnnesesens 1.496
EXamination........c.cccoveireineieneise e 1.496
[ S 1.25(b); 1.492
S SN 1.25(b); 1.492
Oath or declaration at national stage............... 1.497
Priority, claim for..........ccoccvevvvenee. 1.55, 1.451, 1.452
Record copy to International Bureau, transmittal
PrOCEAUIES......c.eeueeeeeeeeeeeeese et s e see e e e e 1.461
Representation by attorney or agent................ 1.455
Time limits for processing applications.....1.465,
1 . 4 6 8
United SEAtES 8S:.....cccvveeriiirieerereee e
Designated or Elected Office........ccevvvvveveeeenenee. 1414
International Searching Authority..........ccccceeene. 1.413
Receaiving OffiCe......coviviivvineieseseeeeee e 1412
Designated or Elected Office........cccvveveviecinienennns 1414
International Searching Authority......ccccocvvivvvvennee. 1.413
Receaiving OffiCe......coviiiiiiininiiserese e 1412
Unity of invention:.........cccceeevenenieveseseseeseeee e
Before International Searching Authority.....1.475,
1 . 4 7 6
Before International Preliminary Examining
AULNOTITY ... 1.488
National Stage.......cccccevvvvvvvvresieriereeennes 1.475, 1.499
Protest to lack Of ... 1.477, 1.489
Before International Searching Authority.....1.475, 1.476
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Before International Preliminary Examining

F N U 11 00 Y2 1.488
National Stage........ccevvverereereeieereeeeesennens 1.475, 1.499
Protest to lack of .......cooveiveiiieees 1.477, 1.489
Patent term adjustment due to examination
@Yoo 1.702-1.705
ApPPlication fOr ... 1.705
Determination .......ccocceeeeveereereeeereeeeeseseeeens 1.705
L€T70T819T0 S o QU 1.702
Period of adjustment ..........cccoeovveiincinenenen 1.703
Reduction of period of adjustment ................. 1.704
ApPPlication fOr ... 1.705
Determination .......ccocceeeeveereereeeereeeeeseseeeens 1.705
L€T70T819T0 S o QU 1.702
Period of adjustment ..........cccoeeeveiincineicen 1.703
Reduction of period of adjustment ................. 1.704
Patent term extension due to examination delay .....1.701

Patent term extension due to regulatory review period.
(See Extension of patent term due to regulatory review

period (35 U.S.C. 156).)...ccceererinirererereneneee e 1.23
Patents (See also Allowance and issue of patent):.....1.23
Available for license or sale, publication of
NOLICE.....eeeetereete et 1.21(i)
Certified COPIES O .....cvvreeireiceeee 113
Correction of errorsin.....1.171, 1.322, 1.323, 1.324
DeliVEry Of ..o 1.315
DisSClaimer.....ccooieirerecer e 1.321
I dentification required in letters concerning........ 15
Lapsed, for nonpayment of issue fee............... 1.317
Obtainable by civil action.........c.cccovevveneens 1.303
Price of COPIES.......couveireereerie e 1.19
Records of, open to public...........ccccceu.... 111, 1.12
Reissuing of, when defective................. 1.171-1.178
Available for license or sale, publication of
NOLICE.....eeeetereete et 1.21(i)
Certified COPIES O ..o 113
Correction of errorsin.....1.171, 1.322, 1.323, 1.324
DEliVEry Of ..o 1.315
DisSClaimer.....ccooieirerecer e 1.321
I dentification required in letters concerning........ 15
Lapsed, for nonpayment of issue fee............... 1.317
Obtainable by civil action...........ccccooevvineene 1.303
Price of COPIES.......couveireereerie e 1.19
Records of, open to public...........ccccceu.... 111, 1.12
Reissuing of, when defective................. 1.171-1.178
Payment of fEES.......ccoevrerrerrerrree e 1.23
Personal attendance UNNecessary.........cocceveereeereenens 12
Petition for reiSsUe..........covvveeeeeeeeivecireeenne. 1.171, 1.172
Petition to the Director:..........c.oeeevverereenne 1.84(b), 1.152
FEES ..ttt s 1.17
For delayed payment of issue fee................... 1.137
For expungement of papers.........cccceeeeeerereneennn. 1.59
For extension of time.........ccccooririiiiinineee 1.136
For license for foreign filing........c.cccovoevvnennne 5.12
For the revival of an abandoned application.....1.137
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From formal objections or requirements.....1.113,

1 . 1 8 1

From requirement for restriction.......... 1.129, 1.144

General requiremMents.........ccoveeeeeeeveresenenenns 1.181

IN iNterferenCes.......oovv v 41.3

IN reexamination.........ccccueeveveeeniesnsnsieseneens 1.181

If examiner refused the ex parte request.......1.515(c)

If examiner refused the ex parte request........... 1.515(c)

On refusal of examiner to admit amendment...1.127

Questions not specifically provided for........... 1.182

Suspension Of FUIES.......ccccveeveeeeerirececese e 1.183

Petition to accept an unintentionally delayed claim for

domestic priority ......c.ccccvvverene 1.78(8)(3), 1.78(a)(6)

Petition to accept an unintentionally delayed claim for

foreign priority .....coecveeevenninnerreseereee 1.55(c)
Petition to accept an unintentionally delayed claim for

domestic priority ......cocceeveeerienennen 1.78(8)(3), 1.78(a)(6)
Petition to accept an unintentionally delayed claim for

foreign Priofity .....ccccoeeeveeneinereceeeeee 1.55(c)

To exercise supervisory authority.................... 1.181

To mMake SPECIA.......oovvrevirie e 1.102

Untimely unless filed within two months........ 1181

FEES.... e 1.17

For delayed payment of issue fee..........cocu.... 1.137

For expungement of papers........cccoevevererenenen. 1.59

For extension of time.........ccocecvennennennenen 1.136

For license for foreign filing........c.ccccvveviennne, 5.12

For therevival of an abandoned application.....1.137
From formal objections or requirements.....1.113,

1 . 1 8 1

From requirement for restriction.......... 1.129, 1.144

General requiremMents........cccoveeeeveeveresesenenns 1.181

IN interferenCes.......oovv v 41.3

IN reexamination.........ccccueevvceveeesiesesesieneneens 1.181

If examiner refused the ex parte request.......1.515(c)

If examiner refused the ex parte request........... 1.515(c)

On refusal of examiner to admit amendment...1.127

Questions not specifically provided for........... 1.182

Suspension Of FUIES.......ccccveeveeeeeere e 1.183

Petition to accept an unintentionally delayed claim for

domestic priority ......c.ccccvveerene 1.78(8)(3), 1.78(a)(6)

Petition to accept an unintentionally delayed claim for

foreign priority .....cecveeevennenninreneeneee 1.55(c)
Petition to accept an unintentionally delayed claim for

domestic priority ......cocceeveeerieenen 1.78(8)(3), 1.78(a)(6)
Petition to accept an unintentionally delayed claim for

foreign Priofity .....ccccoeeeveeneinereceeeeee 1.55(c)

To exercise supervisory authority.................... 1.181

To mMake SPECA.......ocveererireece e 1.102

Untimely unless filed within two months........ 1181

Photographs.........ccocceveereeneenecrecnees 1.84(b), 1.152

Plant patent appliCations..........ccocoveveereveernnereereenens 1.20

APPHCANT. ..o 1.162

ClaiM..eeiiieeiee e 1.164

DecClaration.........ccoveeveveeneneneneeeeee e 1.162
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DESCIIPLION. ...c.eveeerieerieere e 1.162
DIraWinNgS......coeererinerieenieese s 1.165
EXamination.........coccoveeeneenennenseeeeeee 1.167
Fee for COPIES.....covircereereere e 1.19
Filing fEe...oiiiiiirere e 1.16(c)
[SSUE FEE....ccvietee s 1.18(c)
O@th....cooeeeeee e 1.162
Rules applicable..........ccoooiveiiniineicece 1.161
Specification and arrangement of application
ElEMENtS ..o 1.163
SPECIMENS.....cviieeierieeriee et 1.166
APPHCANE. ... 1.162
ClaiM...ceiee e 1.164
Declaration.........ccoeevevenenenenne e 1.162
DESCIIPLION. ..o 1.162
DIaWinNgS......coeerierieerieenieesie e 1.165
EXamination.........cocoveereeenennenneeeeeee 1.167
Fee for COPIES.....covircereereere e 1.19
Filing fE8...oiiiiriree e 1.16(c)
[SSUE FEE....cctieee s 1.18(c)
O@th....cooeeeeee e 1.162
Rules applicable..........ccoeoiveiinniinccee 1.161
Specification and arrangement of application
ElEMENLS ..o 1.163
SPECIMENS.....cviieieriee et 1.166
Post issuance and reexamination fees...........cc.cue..... 1.20
Post Office receipt asfiling date..........c.cccoeeereennen. 1.10
Postal emergency or interruption.................... 1.10(g)-(i)
Power of attorney. (See Attorneys or agents.)......1.14(c)
1.14(c)
POWEr t0 INSPECE ...cvoeevieiieeerecre s 1.14(c)
Preliminary amendments .........ccccovevvenveeneennes 1.115
Preliminary Examining Authority, International.....1.416
Preserved in confidence, applications.............. 112,114

Exceptions (status, access or copies available)...1.14
Exceptions (status, access or copies available)...1.14

Prior art citation in patented files..........c.ccccveenenene 1501
Prior art statement:........cocveeeeeveecee e, 1.130, 1.131
Content Of ......coceeiiiieee e 1.98
To comply with duty of disclosure.................... 197
Content Of ......coceeiiiieee e 1.98
To comply with duty of disclosure.................... 197
Prior invention, affidavit or declaration of to overcome
FEJECHTION. ...t 1.130,1.131
Priority, right of, under treaty or law: ................ Part 102
Domestic benefit claim:.........ccooooveiniinciiee
Cross-reference to related application(s) .....1.76-1.78
Filing fee must be paid in provisional application
.............................................................................. 1.78
Indication of whether international application was
published in English .......cccceovveiinnininnen. 1.78(3)(2)
May beinfirst sentence of application or on application
data ShEEL ... 1.78
Petition to accept, unintentionally delayed........... 1.78
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Translation of non-English language provisional

application required ...........cccoeeveenennenscneens 1.78
Waived if NOt timely ......cocoovirriniieeee 1.78
Cross-reference to related application(s) ......... 1.76-1.78
Filing fee must be paid in provisiona application ....1.78
Indication of whether international application was
published in ENglish ..o 1.78(a)(2)
May bein first sentence of application or on application
data ShEEL ..o 1.78
Petition to accept, unintentionally delayed............... 1.78
Trandation of non-English language provisional
application required ..........ceovereeneienereseneseeeene 1.78
Waived if NOt timEly ......cooovirriiiece 1.78
Foreign priority claim: ...,
Filed after issue fee has been paid ..........cccc......... 155
May be on application data sheet or in oath/declaration
.......................................................................... 1.63(c)
Petition to accept, unintentionally delayed .......... 155
Priority document .........ccccoeeveinennennenereneene 1.55
Filed after issue fee has been paid ........ccocevveinene 155
May be on application data sheet or in oath/declaration
.............................................................................. 1.63(c)
Petition to accept, unintentionally delayed .............. 155
Priority document .........ccoeoeveevecneinereseeens 1.55
Time for claiming........cccoeevinriineineneeseeen, 1.55
Time for Claiming.......cocccoveereineineree e 1.55
Domestic benefit claim:........cccoecveiiinninniee
Cross-reference to related application(s) .....1.76-1.78
Filing fee must be paid in provisional application
.............................................................................. 1.78
Indication of whether international application was
published in ENglish ... 1.78(a)(2)
May bein first sentence of application or on application
data SNEEL ... 1.78
Petition to accept, unintentionally delayed........... 1.78
Translation of non-English language provisional
application required ...........ccceeveenernenncneenes 1.78
Waived if NOt timely ......cocooviiviniieeee 1.78
Cross-reference to related application(s) ......... 1.76-1.78
Filing fee must be paid in provisiona application ....1.78
Indication of whether international application was
published in ENglish ..o 1.78(a)(2)
May bein first sentence of application or on application
data ShEEL ..o 1.78
Petition to accept, unintentionally delayed............... 1.78
Trandation of non-English language provisional
application required ..........cooverreneienereseneseeeeene 1.78
Waived if NOt timElY ..o 1.78
Foreign priority claim: ...
Filed after issue fee has been paid ..........cc......... 155
May be on application data sheet or in oath/declaration
.......................................................................... 1.63(c)
Petition to accept, unintentionally delayed .......... 155
Priority document ..........cccoevveinennennenesenenen, 1.55
Filed after issue fee has been paid ........cccocevvviinee 155
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May be on application data sheet or in oath/declaration

1.63(c) Correction Of ......cccoevvinnirner s 1.48
Peiion 0 2c0cp, unitenonlly dlayed .15 S U o
Prlquty docum.ent. .................................................... 155 Application data SNeet ..o 153(c)(1), 1.76
TIMe fOr AlAMING.cooinvvsmrssrisiressmessmssssssssnsss 1.55 COrrection Of .......cccevererrir e 1.48
Ti me for claiming......ccccooeeeennienneree e 135 cover sheet oo 1.51(c)(1), 1.53(c)(1)
S Part 102 JOINE INVENLOTS ....ecvieeeeeeee e 1.45
Denial of accessto records ........cccveevrveenen 102.25 NoO right of Priofity.......ccceevverecineircnene 1.53(c)
DEfiNItioNS ....oovevereeiereerieereereeseeeeeniees 102.22 NO EXamiNatioN........c.ceevrereirenrerre e 1.53(i)
Disclosure of records .........ccccueuene... 102.25, 102.30 Papers concerning, should identify provisional
EXemptions .......cccccevevevviennenicenes 102.33, 102.34 application as such, by application number.....1.5(f)
FEES . 102.31 Parts of complete provisional application.....1.51(c)
Grant of accessto records ........cooevveverrenennnn 102.25 Processing fees.......covevveinerneee e 117
INQUITIES oottt 102.23 Revival Of...ooceieiieice e 1.137
Medical records ........cccvevvenninnieneieneeiene 102.26 When abandoned..........cccoevereiinninciieee 1.53(i)
PeNalties.......coeeree s 102.32 Claiming the benefit of ... 1.78
Requests for records ........cooveveeeneceneennnn. 102.24 Converting a nonprovisiona to a
Requests for correction or amendment ......... 102.27 ProviSIONA......coovevirieirieirereeres s 1.53(c)
Appeal of initial adverse determination ........... 102.29 Converting a provisiona to a nonprovisional
Review of reqUESES .......cccverererrineeeee e 102.28 e 1.53(c)
Appeal of initial adverse determination ............... 102.29 Cover sheet required by § 1.51(c)(1) may bea§1.76
Review of reqQUESES .......ccovveereircree e 102.28 application data sheet .........ccccocevverernenne 1.53(c)(2)
Denial of accessto records ........cccveevrieenen. 102.25 Filing date.......ccoeviiininieeeeces 1.53(c)
DEfiNItioNS ....oovevereeireeree e 102.22 FIling ..o 1.16(d)
Disclosure of records .........ccoveunee. 102.25, 102.30 Genera reqUISItES.......ovvevveerriireeeseeiee 1.51(c)
EXemptions .......cccoovevevrienneneenns 102.33, 102.34 Later filing of fee and cover shest................. 1.53(g)
FEES . 102.31 Names of iInventor(s) ......ceeverrererenennes 1.41(a)(2)
Grant of accessto records ........coevvvererrenennen 102.25 Application datasheet ..........coceeevunee. 1.53(c)(1), 1.76
INQUITIES oot 102.23 Correction Of ......ccoevvinnirn e 1.48
Medical records ........cccvevvinninnieneieneeniene 102.26 Cover Sheet .....oovevvceciecee 1.51(c)(1), 1.53(c)(1)
PeNalties.......coeeveerer s 102.32 JOINE INVENEOT'S ..o 1.45
Requests for records ........coovenreeneicneenenn 102.24  Application datasheet .........ccoceeeveeerienns 1.53(c)(1), 1.76
Requests for correction or amendment ......... 102.27  COrreCtion Of ......cocecveieninninee e 1.48
Appeal of initial adverse determination ........... 10229  Cover sheetl .....ccoovvverreniecreeee 1.51(c)(1), 1.53(c)(1)
Review of reqUESES ......ccccvererenrineeeeeeee 102.28  JOINE INVENTOIS ..ottt 1.45
Appeal of initial adverse determination ............... 102.29 NoO right of Priofity.......cceereenecineiriinene 1.53(c)
Review of reqQUESES ......cccovvevereiiereee e 102.28 NO EXamiNatioN........c.coeveereirenreree e 1.53(i)
Processing and retention fee............c...... 1.21(1), 1.53(f) Papers concerning, should identify provisiona
Proclamation as to protection of foreign mask application as such, by application number.....1.5(f)
WOTKS. ...ttt Part 150 Parts of complete provisional application.....1.51(c)
Protests to grants of patent.........c.ccccveevvenrceneennnne 1.291 Processing fees.......covevreineinereee e 117
Provisional applications:.........ccccoeeereereeneennns Part 102 Revival Of ..o 1.137
Claiming the Benefit of ..........ooooosor 178 When BDandoned........cocsvcsoesososesoc 1.53(7)
Converting anonprovisional to a Provisional rightsS.........cccccvvvninninnineneee Part 102
ProViSIONaL........cerueeirieirieerieesieeee e 1.53(c) Submission of international publication or English
Converting a provisional to a nonprovisional tranglation thereof pursuant to 35 U.S.C. 154(d)(4)
....................................................................... 1.53(c) TSSOSO B % I 4
Cover sheet required by 8§ 1.51(c)(1) may bea8 1.76 Submission of international publication or English
application data sheet ..........cccocevverieuennn 1.53(c)(1) translation thereof pursuant to 35 U.S.C. 154(d)(4)
Filing date.......cooovviiiriieeeeeee L53(C) e 1.417
Filing e .o 1.16(d) Public INfOrmation............cccceeereceneieneneneenen. Part 102
General reqUISITES......cooevrerenerereeeeeiee 1.51(c) Public use proceedings..........coverrereerererenesienenns 1.292
Later filing of fee and cover sheet................. 1.53(g) ;
R R — L@@ g
Application data Sheet .........oceesveen 1.53(c)(1), 1.76 Publication of application ...........cccoceeiiiiiineinnene 1211
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Early publication .........c.cccveviveieneincccneeee 1.219
Express abandonment to avoid publication .....1.138
FOB. .o 1.18
Nonpublication request .........ccceeeveeerecerieneneen 1.213
Publication of redacted COpy .......ccccoeeerueenen 1.217
Republication ..........ccooveevriinniineeeeeee 1.221
Voluntary publication .........c.ccceevinnienecennn 1.221
Early publication .........c.cccveviveieneincccneeee 1.219
Express abandonment to avoid publication .....1.138
FOB. .o 1.18
Nonpublication request .........ccceevveeereeerieennen 1.213
Publication of redacted COpy .......ccccoeeerueenen 1.217
Republication ..........coooveeveiennineeeeee 1.221
Voluntary publication .........c.ccceevinnienecennn 1221
Published application...........ccoeereereennerereereenens
ACCESSTO ...t 1.11,1.14
Certified COPIES Of ..o 113
CONLENES ..o 1.215
DEfiNITION ..coveeceeeeeeeee e 1.9
Records of, open to public ........ccccceenee. 111, 1.12
Republication of .........cocoeveiineiererceeeee 1221
Third party SUDMISSION iN ....coeeereinireeee 1.99
ACCESSTO ...t 1.11,1.14
Certified COPIES Of ..o 113
CONLENES ..o 1.215
DEfiNITION ..coveeceeeeeeeee e 1.9
Records of, open to public .......c.cceeenee. 111, 1.12
Republication of .........cocoeveiineiererceeeee 1221
Third party SUDMISSION iN ....coeeriirireeee 1.99
R

Reasons for alowance..........c.cccvevvennenneniecnne, 1.104
Reconsideration of Office action..........c.ccccveeeereenene 1.112
Reconstruction of 10st files.........cocccveveiniinieens 1.251

Recording of assignments. (See Assignments and
FECONTING.)  cveeevereeeereeieriee et 1.11-1.15
111-1.15
Records of the Patent and Trademark Office.....1.11-1.15
ReeXamination:.........ccoeeveereenienenenenieens 1.74, 1.84(p)
Announcement in O.G. ......cccceeevinineieninnn. 1.11(c)
Correction of inventorship .........cccceeeereneennene 1.530
Correspondence address.........cccceeevererienenne 1.33(c)
Ex parte proceedings:.........ccoeeeeerrerenenennenne 1.104
Amendments, manner of making......... 1.121(j), 1.530
Appeal t0 Board..........cooeveiineieieeeeeeeee 41.31
Appeal to CAFC. s 1.301
Civil action under 35 U.S.C. 145.........cccoeveeueneee 1.303

Concurrent with interference, reissue, other
reexamination, litigation, or office

ProCeediNG(S) ... -eevereeeeeererererereeresiese e 1.565
CoNAUCE OF ...ceecveeceeeeee e 1.550
Duty of disclosurein..........ccooeveieieieincnieneenens 1.555
Examiner’s determination to grant or refuse request

FOF e 1.515
Extensions of time in.........cccoceveeinincnenn, 1.550(c)
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Initiated by the Director.........c.cccovevrerenenerenenn 1.520
INEEIVIEWS 1NLeiiiieceee e 1.560
Issuance and publication of certificate
CONCIUAES......ceeeeeeiecir e 1.570
Order for reexamination by examiner................. 1.525
Patent owner’s statement...........cccceeeeeneee 1.530, 1.540
Processing of prior art citations during............... 1.502
Reply to patent owner’s statement to third party
FEQUESLEN .....eee ettt 1.535, 1.540
REUESE FOT ... 1.510
SCOPE Of vt 1.552
SErVICe Of PAPENS......coeveeeriererereee e 1.248
Amendments, manner of making............. 1.121(j), 1.530
Appeal 10 BOard........ccooevevninninnenee e 41.31
Appeal to CAFC. .o 1.301
Civil action under 35 U.S.C. 145........ccocvvvrvrnrnnns 1.303

Concurrent with interference, reissue, other
reexamination, litigation, or office proceeding(s)...1.565

10010 [1Tox Ao PSS 1.550
Duty of disCloSUre in........cvveerecenenencsee 1.555
Examiner’s determination to grant or refuse request
o] SRR 1515
Extensions of time iN........cccoovvnvieneienercneenee 1.550(c)
Initiated by the DIrector...........cccveereereerinieninnens 1.520
[INEEIVIEWS 1Nt 1.560
Issuance and publication of certificate concludes....1.570
Order for reexamination by examiner..................... 1.525
Patent owner’s statement...........cccceeeeevnneee. 1.530, 1.540
Processing of prior art citations during................... 1.502
Reply to patent owner’s statement to third party
TEQUESLET .....ee ittt 1.535, 1.540
REQUESE FOr...cviireiieeieere s 1.510
SCOPE OF vt 1.552
SErVICE Of PAPEIS....ceirieirieirerer e 1.248
EXaminer's action........c.ccocevevvevnesiesesnnennneens 1.104
FE.. e 1.20(c)
Fees may be charged to deposit account............ 1.25
Identification in letter.........ccovvvervinncnnne 1.5(d)
Inter partes proceedings..........cccoeenee. 1.902-1.997
Amendments, manner of making.....1.121(j), 1.530,
1 . 9 4 1
Appeal 10 Board.........covevvinnineeeeees 41.61
Appeal to CA.FC. .o 1.983
Civil action under 35 U.S.C. 145 not
available........ccoveeeieiceceece e 1.303(d)

Concurrent with interference, reissue, other
reexamination, litigation, or office

Proceeding(s).......eereerereereerieerieesieens 1.565, 1.985
(0] 910 [§ v Ao 1.937
Duty of disclosurein.........ccocvvvevereeneennnne. 1.555, 1.923
Examiner’'s determination to grant or refuse request

Lo ) 1.923-1.927
Extensions of time iN........covvveveeeecceccee e 1.956
Filing date of request for........c.cccvernennenneenn. 1.919
Issuance of certificate at conclusion of ............... 1.997
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Merged with concurrent reexamination

ProCEEAINGS. ....cveverieeerieirierieee e 1.989
Merged with reissue application............cccoeennee. 1.991
Notice of, in the Official Gazette...........c...c...... 1.904
Persons eligible to file request for..........c.ccceue... 1.903
Processing of prior art citations during............... 1.902
SCOPE Of it 1.906
Service of Papers......ccveereereerieeniens 1.248, 1.903
Submission of papers by the public.................... 1.905
Subsequent requESES fOr........covevvernierneneenene 1.907
Suspension due to concurrent interference......... 1.993
Suspension due to litigation...........ccccvvevrereeeneas 1.987
Amendments, manner of making...1.121(j), 1.530, 1.941
Appeal t0 Board..........coooveenriniineeee e 41.61
Appeal to CA.FC. .o 1.983

Civil action under 35 U.S.C. 145 not available...1.303(d)
Concurrent with interference, reissue, other
reexamination, litigation, or office proceeding(s)..1.565,

1 . 9 8 5
1670010 |1 o S o ) 1.937
Duty of discloSUr€ iN......cccceveeeeeeeceeeniienens 1.555, 1.923
Examiner’s determination to grant or refuse request
o] RS 1.923-1.927
Extensions of time iN........ccccvevvvnenererecceeceeeeeen 1.956
Filing date of request for........c.coovevrenniennincene 1.919
Issuance of certificate at conclusion of ................... 1.997
Merged with concurrent reexamination
ProCeEAiNGS. ....covevereeeerieerieerie sttt 1.989
Merged with reissue application...........cccooeereeenne 1.991
Notice of, in the Official Gazette.............coceverunee. 1.904
Persons eligible to file request for.........ccccocevnuenee. 1.903
Processing of prior art citations during................... 1.902
SCOPE OF e 1.906
Service of PaperS......ocvveereie e 1.248, 1.903
Submission of papers by the public............cc.c....... 1.905
Subsequent requUESES for........ovrerrerrenrereeee 1.907
Suspension due to concurrent interference............. 1.993
Suspension due to litigation..........cccoevverreneenen 1.987
Announcement in O.G. .......ccoceeverrinenennenes 1.11(c)
Correction of inventorship .........ccccocevevernenens 1.530
Correspondence address..........ccocoevrenerieenn 1.33(c)
Ex parte proceedings:........coceevererenerinieennnne 1.104
Amendments, manner of making......... 1.121(j), 1.530
Appeal 10 Board.........ccocvveenennenneneeneeee 41.31
Appeal to CAFC. .o 1.301
Civil action under 35 U.S.C. 145.........cccceveeuenene 1.303

Concurrent with interference, reissue, other
reexamination, litigation, or office

Proceeding(S) . ..coeereeerirerieirieeriereee e 1.565
10010 [1Tox d o 1.550
Duty of disclosUre in........ccooveereeneeeniecseee 1.555
Examiner’s determination to grant or refuse request

o] 1.515
Extensions of time in........cccccvevveneicnccnne, 1.550(c)
Initiated by the Director.........c.ccocverevenirerieenene 1.520
INEEIVIEWS 1N 1.560
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Issuance and publication of certificate

CONCIUES......coeeeiiiiiee e 1.570
Order for reexamination by examiner................. 1.525
Patent owner’s statement............cccceeeeene 1.530, 1.540
Processing of prior art citations during............... 1.502
Reply to patent owner’s statement to third party
(500155 = S 1.535, 1.540
(RS0 [01= A o] 1.510
SCOPE Of vt 1.552
SErVice Of PAPErS....c.cvveeeeeireee e 1.248
Amendments, manner of making............. 1.121(j), 1.530
Appeal t0 BOard.........ccceeveeverinineie e 41.31
Appea to CAFC. . 1.301
Civil action under 35 U.S.C. 145........cccccerevrrenene 1.303

Concurrent with interference, reissue, other
reexamination, litigation, or office proceeding(s)...1.565

CoNAUCE OF ..ceeeeeieee e 1.550
Duty of disCloSUrein.......ccevveveeceeerecr s 1.555
Examiner’s determination to grant or refuse request
FOF e 1.515
Extensions of time in........cc.ccocevvveneveccceeeenen, 1.550(c)
Initiated by the DIrector.........ccccceeeeveeivcesesiereseenenn 1.520
[INEENVIBWS Mot 1.560
Issuance and publication of certificate concludes....1.570
Order for reexamination by examiner..................... 1.525
Patent owner’s statement............cccceveeveneenne. 1.530, 1.540
Processing of prior art citations during................... 1.502
Reply to patent owner’s statement to third party
10 [0S (< SO 1.535, 1.540
(RS0 [0S O o] R 1.510
w0 o 1IN ) P 1.552
SErVICE Of PAPENS...ccveveeeieeeeeteee e 1.248
EXaminer’s action..........cocccveeevenenencsenenienenns 1.104
FB. it 1.20(c)
Fees may be charged to deposit account............ 1.25
Identification in letter........ccoceveveeeriececeee, 1.5(d)
Inter partes proceedings.........c.ccevevenee. 1.902-1.997
Amendments, manner of making.....1.121(j), 1.530,
1 . 9 4 1
Appea to Board.........cccceveveeieirene e 41.61
Appea to CAFC. .o 1.983
Civil action under 35 U.S.C. 145 not
avallable.......oooeveie 1.303(d)

Concurrent with interference, reissue, other
reexamination, litigation, or office

Proceeding(S)....ccveveeeeererieerenere e seeseens 1.565, 1.985
ConAUCt O ... 1.937
Duty of disclosurein.........cccceevvveveereennne 1.555, 1.923
Examiner’s determination to grant or refuse request
FOr i 1.923-1.927
Extensions of time in........ccccoveviennennenneenn 1.956
Filing date of request for.........ccccevvivievvnieieinnns 1.919
Issuance of certificate at conclusion of ............... 1.997
Merged with concurrent reexamination
ProCeEAINGS......ccveerrerireriesiese e eee e 1.989
Merged with reissue application............cc.cccene. 1.991
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Notice of, in the Official Gazette....................... 1.904
Persons eligible to file request for.........c.co........ 1.903
Processing of prior art citations during............... 1.902
S ol0] o 1IN o) 1.906
Service of PaPErS.....ccoceveveereereeeeiseseaeens 1.248, 1.903
Submission of papers by the public.................... 1.905
Subsequent requests for.......ceveveveeceeeeceseeeene, 1.907
Suspension due to concurrent interference......... 1.993
Suspension due to litigation..........ccceceeeveeereerene, 1.987
Amendments, manner of making...1.121(j), 1.530, 1.941
Appeal t0 Board..........ccccvverevereeeeeeeeeeee e 41.61
Appea to CAFC. .o 1.983

Civil action under 35 U.S.C. 145 not available...1.303(d)
Concurrent with interference, reissue, other
reexamination, litigation, or office proceeding(s)..1.565,

1 . 9 8 5
CoNAUCE OF .. 1.937
Duty of discloSUre in.......ccoeeeeeveeceeeniinnnns 1.555, 1.923
Examiner’s determination to grant or refuse request
FOr e 1.923-1.927
Extensions of time iN........cccocveerinninninseneene 1.956
Filing date of request for.........ccccvveveveveccecceseeeen, 1.919
Issuance of certificate at conclusion of ................... 1.997
Merged with concurrent reexamination
ProCEEAINGS......ccvvivereeriresteseeee e s et srees 1.989
Merged with reissue application...........cccceeveveennne. 1.991
Notice of, in the Official Gazette.............c.ceeeruenee. 1.904
Persons eligible to file request for........c.ccocvvvvenene 1.903
Processing of prior art citations during................... 1.902
S ol 0] LI o 1.906
Service of PaPErS.....ccocvverereereeeeeee e 1.248, 1.903
Submission of papers by the public..........ccccceu... 1.905
Subsequent reqUESES for.......cooveveverereeceeeeereeens 1.907
Suspension due to concurrent interference............. 1.993
Suspension due to litigation...........cceceveeveecenivrieenens 1.987
Information Disclosure Statements......... 1.98, 1.555
Open t0 PUBIIC....ccveereieriereeeeeree e 1.11(d)
Reconsideration before final action................. 1.112
Refund of fee.....ccvvevereeeccc 1.26
Reply t0 aCtion.......ccceovveeercireeeceeee 1111
Revival of terminated or limited reexamination
PrOSECULION ...ttt e 1.137
Information Disclosure Statements......... 1.98, 1.555
Open t0 PUBIIC....ccveereierireree e 1.11(d)
Reconsideration before final action................. 1.112
Refund of fee.....ccvvvereeecerec 1.26
Reply 10 aCtion.......ccceeveverrieeeceeee 1111
Revival of terminated or limited reexamination
PrOSECULION ...ttt e 1.137
Reference charactersin drawings................ 1.74, 1.84(p)
References cited on examination............ccccceevveenens 1.104
Refund of money paid by mistake..........ccccceevrvnnnee. 1.26
International applications ...........cccvevreeericennn 1.446
Later establishment of small entity status ......... 1.28
Time period for requesting .......c.ccccoeevererennn 1.26
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International applications ..........ccccvevvveerennane 1.446
Later establishment of small entity status.......... 1.28
Time period for requesting .......ccccocevereereereennn 1.26
Register of Government interest in patents............... 3.58
RENEAINNG:...cvieeecc s 41.41
On appeal to Board.........ccvvevvivieniniercnns 41.52
Request for, time for appeal after action on.....1.304
On appeal to Board.........ccvvevvivieniniercnns 41.52
Request for, time for appeal after action on.....1.304
REISSUES:......coverieseeieieneeeeeees e 41.41
AmeNdmMENES.......cccvvivirere e 1.173
Applicants, aSSIgNEES........ccuvvrereeerieerieerieens 1172
Application for reiSsUe..........coceveerceenencnieene 1171
Application made and sworn to by inventor, if
TIVING. et 1172
Continuing duty of applicant.............ccoceeeveune 1.178
DecClaration.........coveeveveeneneneneeeee e 1.175
DIaWinNgS......coeverueeerieirieiriesesiee e 1.173
Examination of reissue..........ccooeevennennenenn 1.176
Filed during ex parte reexamination............... 1.565
Filed during inter partes reexamination......... 1.985
FIliNg fee. o 1.16
Filing of announcement in Official Gazette......1.11
Grounds for and requirements............... 1.171-1.178
ISSUE FEE....eiiee s 1.18(a)
Multiple applications for reissue of a single patent
......................................................................... 1.177
O@th....c.oieeeee s 1.175
Open to PUBIIC.....cceveeereee e 111
Origina patent surrendered...........cccooeeereenne. 1.178
(RS [ Toi 1 o] o S 1.176
SPECHiCaLION.......cveeereeerieeeeee e 1.173
Take precedence in order of examination........ 1.176
To contain N0 NEW MALLES.........ccecvveereerienene 1.173
What must accompany application.......1.171, 1.172
AmeNdmMENES.......cccvvvviriere e 1.173
Applicants, aSSIgNEES........ccvvvrereeereerieerieens 1172
Application for reiSSUe..........coceveeerecnienerienenn 1171
Application made and sworn to by inventor, if
TIVING. et 1172
Continuing duty of applicant............cccoeeevenene 1.178
DeClaration.........ccoveeveveeneneneneeeee e 1.175
DIaWinNgS......coevereeeerieirieisieesesiee e 1.173
Examination of reissue..........ccooeevennennenenn 1.176
Filed during ex parte reexamination............... 1.565
Filed during inter partes reexamination......... 1.985
FIliNg fee. o 1.16
Filing of announcement in Official Gazette......1.11
Grounds for and requirements............... 1.171-1.178
ISSUE FEE....eiite s 1.18(a)
Multiple applications for reissue of a single patent
......................................................................... 1.177
O@th....c.oieeeee s 1.175
Open to PUBLIC.....ceevieiree e 111
Origina patent surrendered...........ccccocevevennne. 1.178
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RESIFHCHION.....cvieiere e 1.176
SPECIfiCAtION.....ccvevece e 1.173
Take precedence in order of examination........ 1.176
To contain N0 New Matter.........ccoveereeerereeneenes 1.173
What must accompany application.......1.171, 1.172
L S T= 1 41.41
After two rejections appeal may be taken from
examiner to Board...........cooovvevereneeneeeneneenns 41.31
Applicant will be notified of rejection with reasons
and referenCeS........ovvvvverie e 1.104
Based on commonly owned prior art, how
OVEICOIME......ueieeeereeeereesieesreeseeesseesireesseesnneeee 1.130
Examiner may rely on admissions by applicant or
patent owner, or facts within examiner’'s
KNowledge.........ouvrinieineireeee e 1.104
Final. ..o 1.113
Formal objections..........cccvevevrinciniccniecen 1.104
On account of invention shown by others but not
claimed, how overcome.........ccccoeeveveeecveeinnnnne 1.131
References will be cited........cooooveiiciinene 1.104
Requisites of notice of.........ccoeevreiireccnecnnen 1.104
After two rejections appeal may be taken from
examiner to Board...........coevveverereeneeieeneenns 41.31
Applicant will be notified of rejection with reasons
and referenCeS........ovvvvvvneseseeree e 1.104
Based on commonly owned prior art, how
OVEICOME......eeieeeerueieieesieesreesireesseesareesseesaneeee 1.130
Examiner may rely on admissions by applicant or
patent owner, or facts within examiner’'s
Knowledge.........coevrineineneeree e 1.104
Final. ..o 1.113
Formal objections..........cccvevvvriircinieccrece 1.104
On account of invention shown by others but not
claimed, how overcome.........ccccoeeveveeeceeesnennne 1.131
References will be cited.........coooveincinee 1.104
Requisites of notice of.........cccoeevvecircceniecnnn 1.104
ReEPlY DI 41.41
Reply to Office aCtion:.........cccveveeneceneccnieenene 1.34(a)
Abandonment for failure to..........ccccevevrieennee 1.135
By applicant or patent OWner..........c.ccceveenee 1111
Substantially complete.........c.ccovivninniinnenens 1.135
Supplemental...........ccoeoereenennenneee 1111
TIME fOr i 1134
Abandonment for failure to..........ccccevevrieenne 1.135
By applicant or patent OWner...........c.ccceveenee 1111
Substantially complete.........c.ccovivninniinnenens 1.135
Supplemental...........ccoeoereinennenree 1111
TIME fOr it 1134
Representative Capacity.........ccovevvrerinerineeeneenes 1.34(a)
Request for continued examination.............c.cc....... 1114
FB e 1.17
Suspension of action after...........ccceeeerenenene 1.103
FB e 1.17
Suspension of action after...........ccceeeerenenene 1.103
Request for reconsideration............cccceeeeeeecreneenens 1.112
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Request for ex parte reexamination.............c..ce.... 1.510
Request for inter partes reexamination.......1.913-1.927
Requirement for submission of information........... 1.105
Reservation clauses not permitted...........cccccevveneeene 1.79
Restriction of application................... 1.141-1.146, 1.176
Claims to nonelected invention withdrawn......1.142
Constructive election..........coeeeveereereeninnens 1.145
Petition from requirementsfor.............. 1.129, 1.144
Provisional €lection..........ccocevevvivvienvneniennnnnne 1.143
Reconsideration of requirement..............c....... 1.143
Reguirement for........coooveeneinenneccerree 1.142
Subsequent presentation of claims for different
1 01Y7= 81 o] o P 1.145
Claims to nonelected invention withdrawn......1.142
Constructive election..........coceeveereereeninnens 1.145
Petition from requirementsfor.............. 1.129, 1.144
Provisional election..........ccocevevvivvienvneniennnnnns 1.143
Reconsideration of requirement..............c.c..... 1.143
Reguirement for........cocoovevnennennecsereree 1.142
Subsequent presentation of claims for different
1 01Y7= 01 (o] o P 1.145
Retention fee........covreveieneencciecee 1.21(1), 1.53(f)
Return of correspondence...........ccoeeveereeccrieccneenes 1.5(q)
Revival of abandoned application, terminated or limited
reexamination prosecution, or lapsed patent .......... 1.137
Unavoidable abandonment fee............ccceuenee 1.17(1)
Unintentional abandonment fee................... 1.17(m)
Unavoidable abandonment fee............ccceueneee 1.17(1)
Unintentional abandonment fee................... 1.17(m)
Revocation of power of attorney or authorization of
AOENT. ...t 1.36(a)
RUIES Of PractiCel.....ccveveieeeecirececece e
Amendmentsto rules will be published........... 1.351
Amendmentsto rules will be published........... 1.351
S
Saturday, when last day falls on.........cccooeveircciciennee 1.7
SECTECY OFEY.....c.eeeeieeiieeree e 5.1-55
SEOUENCES:.....coieeeieeeeeie ettt 15
Amendments to sequence listing and computer
readable CopY......ccoereneneirrenerre e 1.825
Disclosure requirements............c.ccovee... 1.821, 1.823
Sequence data, symbols and format................. 1.822
Submissions in computer readable form.......... 1.824
Submissions on compact discin lieu of paper...1.52,
1 .82 1, 1 8 2 3
Amendments to sequence listing and computer
readable CopY......coirereneeirereneeee e 1.825
Disclosure requirements............c.cceue.... 1.821, 1.823
Sequence data, symbols and format................. 1.822
Submissions in computer readable form.......... 1.824
Submissions on compact discin lieu of paper...1.52,
1 .82 1, 1 8 2 3
Serial number of application............cccceoeveieiriniennne 15
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Service of NOLICES:.......cvvvvierereeree e 1.248 License to Federal agency.......c.ccoeevevvevveveeeennns 127
In interference Cases..........o o 41.106 SEALEMENT......c.eiireeeee e 1.27
OFf aopeal to the U.S. Court of Appealsfor the Federal Statement in parent application............cccceeune. 1.27
' e fothe ourtal Appedstortnerecer Status establishment 1.27,1.28
O] o U RSS 1.301 T T E T e S
In interference cases.......... 41.106 Status Update..........coveeveererienerereereeseees 1.27,1.28
OFf aopeal to the U.S. Court of Appealsfor the Federal Solicitor's address........covvevvrereeennes 1.1(8)(3), 1.302(c)
appedl tothe ourt of Appealsfor the Feder . : : .
CilCUIL vttt 1.301 Spec!gs of Invention clalmet_zl....: """"""""" 1.141,1.146
SErVICe Of PAPENS....ccovererirerere e 1.248 Speq ﬂcétlon (See also Application for patent,
SEIVICE OF PrOCESS...oor v 15 CER Part 15 ClaiMS) i 1.93
Shortened period for reply......cocoovevereincinece 1.134 ADSIFACE. ... 1.72
SIGNALUNE: ..o 1.1(8)(3), 1.302(c) AmendmentS to.........coeereereieriniernenes 1.121,1.125
EFS character coted.........oc..eeesors. LAA)@3) g;a”r%%rggm Of e 177, 1.154, 1-11%
HanadWritten........coevvvviriceece e 1.4(d)(D) L '
Implicit Certifications......................... 1.4(d), 11.18 @ o O 1.75
SSIGNAUTE....err oo 1.4(d)(2) ggnmt;“nfgcsfon SEPABAE SO ; --71_711(7‘2
|IiFS d(\:lt:e.\racter coded......oovveiniiieeie, ijgg;g; Copyright not|ce """""""""""""""""""""" ' 1 71'( d
ANAWHHEEN. ..o . T '
IMplicit Certifications.................c... 1.4(d), 11.18 ggﬁgiﬁ?ﬁgﬁgz gﬁp"ca“ons --------------- 1;?
S-SIGNALUNE......coeiiieieieeeee e 1.4(d)(2) If defective, reiSsue to COMeCt.. ... 11711178
To awritten assertion of small entity status Mask WOrK NOICE...........vveeeereerereeeeen oo 1.71(d)
.................................................................. 127(0)(2) Must conclude with Spec|f|c anddistinct claim..1.75
To amendments and other papers.................. 1.33(b) Must point out new improvements specifically..1.71
To an application for extension of patent term Must refer by figures to drawings...................... 1.74
......................................................................... 1.730 Must set forth the prec|se invention..................1.71
To awritten assertion of small entity status Object of the iINVENtioN...........ccoc.oevveereeerrreenns 1.73
.................................................................. 127(0)(2) Order of arrangement in frarmngl??
To amendments and other papers ................. 1.33(b) Paper, Writing, Margins............coo.oeveeveereenreenns. 1.52
To an application for extension of patent term Paragraph NUMDENING...........ovveveeereeresreenreenne. 1.52
......................................................................... 1.730 Part of complete application...........c.coceeeevenen. 151
To express abandonment.............oo.oeeevvvvvvvevnnnns 1138 E:fqeuri?na(:e;ct)sdg?lv INGS i ; 711;3
TO O&th..eciiiii 163  TEYHIETIRIS Ol S
To reissue oath or declaration...................... 1172 Reservation clauses not permitted................. 1.79
When copy is acceptable...................ccoommrrrrrrnren. 14 iﬁz itli ferom other parts of application........ 1171(22
TO express abandonment .................................. 1138 ......................................................... .
To ant’h ............................................................... 1.63 LA AU LU HE——— 173
To reissue oath or declaration...........oovovovoo... 1.172 Title of thg inverﬁion .......................................... 172
When copy is acceptable...................ccoommrrrrrrnren. 14 To be rewritten, if necessary.................ooooo. 1125
Small business concern..........ccoeeevee.. 1.1(a)(3), 1.302(c) ﬁf)nsg’] a(;icrtnents to """"""""""""""""""" 112111];;
Dehmuoq ........................................................... 1.27 AFTaNGEMENt Of ........oovovevvrerereee 1.77, 1.154, 1.163
SMall ENtity SAUS.....oovvssvvvrrssivrnssiress 1.27 BESL MOUE......orreeeeeeseeeseseseeeessseeessess e 1.71
DEANIION. ... 127 O 11 1.75
Smal | entity Status.........cceeveeiiiiiieee e 1.27 Commence on separate - 171(f)
Sl LY Co 1.1(a)(3), 1.302(c) CONLENES OF eeeeeeeeeeeeeereess e 1.71-1.75
DEfiNITION.......coieevieecreeeieeereeee e 1.27 Copyright NOLICE........ccvvverireieieicieieie, 1.71(d)
Errors in status eXCUSEd..........c.ccoevvevevreeeieeenienns 1.28 Cross-references to other applications............... 1.78
Fraud on the OffiCe .......cooeuveereeeierereseeeeinns 1.27 Description of theinvention..............ccccooeninee 171
License to Federal agency.........ccocvveeveeecuennnn. 1.27 If defective, reissue to correct............... 1.171-1.178
SEALEMENE......cereeveveeeeerereeeeeee e ere e 1.27 Mask WOrK NOLICE.........ccoveeerrrrereceerereeeenne 1.71(d)
Statement in parent application...............c.c....... 1.27 Must conclude with specific and distinct claim..1.75
Status establishment..........ccceeeeeveeveevenene, 1.27,1.28 Must point out new improvements specificaly..1.71
Status UPdate.........coeveveveveeeeeerereeeereeereenen, 1.27,1.28 Must refer by figuresto drawings...................... 1.74
DEfiNItION. ... 1.27 Must set forth the precise invention................... 171
Errors in status eXCUSEd...........ocoveveeveverreennerenne, 1.28 Object of theinvention...........cccceeveveercesienene 1.73
Fraud on the office ......cccceeeeeeececceceee, 1.27 Order of arrangement in framing.............cccv..... 1.77
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Paper, writing, ma_rgins ...................................... 152 Compelling testimony and production......... 41.156

Paragraph NUMDENING.......ovvoesvescesvsosoeo 1.52 EXPENt tESMONY....oorrereseeees e 41.158

Part of complete appllcatlon """""""""""""""" 151 Taking teSMONY.......coveeriieriereeeees 41.157

Refergnce 1O drawings......coeeveeereeenieeseee e 1.74 Compelling testimony and production......... 41.156

REQUIFEMENES OF wcvvvrissnessmsssssssnessnsn L71-1.75 EXpert tESHMONY......ccuverereeerererererereneeeenenenens 41.158

Reservation dlauses not permitted. ... 1.79 Taking teSMONY.......coveeriieriereeeees 41.157
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§ 10.ID€finitions.

This part governs solely the practice of patent, trademark,
and other law before the Patent and Trademark Office.
Nothing in this part shall be construed to preempt the
authority of each State to regulate the practice of law,
except to the extent necessary for the Patent and
Trademark Office to accomplish its federal objectives.
Unless otherwise clear from the context, the following
definitions apply to this part:

(a) Affidavit means affidavit, declaration under
35 U.S.C. 25 (see § 1.68 and § 2.20 of this subchapter),
or statutory declaration under 28 U.S.C. 1746.

(b) Application includes an application for adesign,
plant, or utility patent, an application to reissue any patent,
and an application to register atrademark.

(c) Attorney or lawyer means an individual who is
amember in good standing of the bar of any United States
court or the highest court of any State. A “non-lawyer”
isaperson who is not an attorney or lawyer.

(d) Canon isdefined in § 10.20(a).
(e) Confidence isdefined in § 10.57(a).

(f) Differinginterestsinclude every interest that may
adversely affect either the judgment or the loyalty of a
practitioner to a client, whether it be a conflicting,
inconsistent, diverse, or other interest.

(g) Director means the Director of Enrollment and
Discipline.
(h) Disciplinary Rule is defined in 8 10.20(b).

(i) Employee of a tribunal includes all employees of
courts, the Office, and other adjudicatory bodies.

(i) Giving information within the meaning of
§10.23(c) (2) includes making (1) awritten statement or
representation or (2) an oral statement or representation.

(k) Law firmincludesaprofessional legal corporation
or apartnership.

(1) Legal counsel means practitioner.

(m) Legal profession includes the individuals who
arelawfully engaged in practice of patent, trademark, and
other law before the Office.

(n) Legal service meansany legal service which may
lawfully be performed by a practitioner before the Office.

(o) Legal Systemincludes the Office and courts and
adjudicatory bodies which review matters on which the
Office has acted.

(p) Office means Patent and Trademark Office.
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(q) Person includes a corporation, an association, a
trust, a partnership, and any other organization or legal
entity.

(r) Practitioner means (1) an attorney or agent
registered to practice before the Office in patent cases or
(2) anindividual authorized under 5 U.S.C. 500(b) or
otherwise as provided by this subchapter, to practice
before the Office in trademark cases or other non-patent
cases. A “suspended or excluded practitioner” isa
practitioner who is suspended or excluded under § 10.156.
A “non-practitioner” is an individual whois not a
practitioner.

(s) A proceeding before the Office includes an
application, a reexamination, a protest, a public use
proceeding, a patent interference, an inter partes
trademark proceeding, or any other proceeding which is
pending before the Office.

(t) Professional legal corporation means a
corporation authorized by law to practice law for profit.

(u) Registration meansregistration to practice before
the Office in patent cases.

(v) Respondent isdefined in § 10.134(a)(1).

(w) Secret isdefinedin § 10.57(a).

(x) Solicit isdefinedin § 10.33.

(y) Sateincludesthe District of Columbia, Puerto
Rico, and other federal territories and possessions.

(2) Tribunal includes courts, the Office, and other
adjudicatory bodies.

(aa) United Sates means the United States of
America, itsterritories and possessions.

[Added 50 FR 5172, Feb. 6, 1985, effective Mar. 8, 1985]
8§ 10.7Reserved]

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8, 1985;
removed and reserved, 69 FR 35427, June 24, 2004, effective July 26,
2004]

§ 10.3Reserved]

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8, 1985;
removed and reserved, 69 FR 35427, June 24, 2004, effective July 26,
2004]

§ 10.4Reserved]

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8, 1985;
removed and reserved, 73 FR 59513, Oct. 9, 2008, effective Oct. 9,
2008]

INDIVIDUALSENTITLED TO PRACTICE
BEFORE THE PATENT AND TRADEMARK
OFFICE

8§ 10.9Reserved]
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[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8, 1985;
removed and reserved, 69 FR 35427, June 24, 2004, effective July 26,
2004]

§ 10.gReserved]

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8, 1985; paras.
(d) & (e) removed 53 FR 38948, Oct. 4, 1988, effective Nov. 4, 1988;
removed and reserved, 69 FR 35427, June 24, 2004, effective July 26,
2004]

§ 10.1Reserved]

[Added 50 FR 5174, Feb. 6, 1985, effective Mar. 8, 1985;
removed and reserved, 69 FR 35427, June 24, 2004, effective July 26,
2004]

§ 10.§Reserved]

[Added 50 FR 5174, Feb. 6, 1985, effective Mar. 8, 1985;
removed and reserved, 69 FR 35427, June 24, 2004, effective July 26,
2004]

§ 10.9Reserved]

[Added 50 FR 5174, Feb. 6, 1985, effective Mar. 8, 1985; para.
(c) added, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993; para. (c)
amended, 60 FR 21438, May 2, 1995, effective June 1, 1995; removed
and reserved, 69 FR 35427, June 24, 2004, effective July 26, 2004]

8§ [Reserved]
10.10
[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985;

revised 53 FR 38950, Oct. 4, 1988, effective Nov. 4, 1988; corrected
53 FR 41278, Oct. 20, 1988; removed and reserved, 69 FR 35427, June
24, 2004, effective July 26, 2004]

§ Removing names from theregister.

10.11

A letter may be addressed to any individua on the
register, at the address of which separate notice was last
received by the Director, for the purpose of ascertaining
whether such individual desiresto remain on the register.
The name of any individual failing to reply and give any
information requested by the Director within atime limit
specified will be removed from the register and the names
of individuals so removed will be published in the Official
Gazette. The name of any individual so removed may be
reinstated on the register as may be appropriate and upon
payment of the fee set forth in § 1.21(a)(3) of this
subchapter.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985;
revised, 69 FR 35427, June 24, 2004, effective July 26, 2004]
8 [Reserved]
10.12 -
10.19

PATENT AND TRADEMARK OFFICE CODE OF
PROFESSIONAL RESPONSIBILITY

§ Canons and Disciplinary Rules.
10.20
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(a) Canonsareset outin 88 10.21, 10.30, 10.46, 10.56,
10.61, 10.76, 10.83,10.100, and 10.110. Canons are
statements of axiomatic norms, expressing in general
terms the standards of professional conduct expected of
practitionersin their relationships with the public, with
the legal system, and with the legal profession.

(b) Disciplinary Rules are set out in 88 10.22-10.24,
10.31-10.40, 10.47-10.57, 10.62-10.68, 10.77, 10.78,
10.84, 10.85, 10.87-10.89, 10.92, 10.93,10.101-10.103,
10.111, and 10.112. Disciplinary Rules are mandatory in
character and state the minimum level of conduct below
which no practitioner can fall without being subjected to
disciplinary action.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Canon 1.
10.21

A practitioner should assist in maintaining the integrity
and competence of the legal profession.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Maintaining integrity and competence of the
10.22 legal profession.

(a) A practitioner is subject to discipline if the
practitioner has made a materially false statement in, or
if the practitioner has deliberately failed to disclose a
material fact requested in connection with, the
practitioner’s application for registration or membership
in the bar of any United States court or any State court or
hisor her authority to otherwise practice before the Office
in trademark and other non-patent cases.

(b) A practitioner shall not further the application for
registration or membership in the bar of any United States
court, State court, or administrative agency of another
person known by the practitioner to be unqualified in
respect to character, education, or other relevant attribute.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Misconduct.
10.23

(a) A practitioner shall not engage in disreputable or
gross misconduct.

(b) A practitioner shall not:
(2) Violate a Disciplinary Rule.

(2) Circumvent aDisciplinary Rulethrough actions
of another.

(3) Engageinillegal conduct involving moral
turpitude.

(4) Engage in conduct involving dishonesty, fraud,
deceit, or misrepresentation.
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(5) Engage in conduct that is prejudicia to the
administration of justice.

(6) Engage in any other conduct that adversely
reflects on the practitioner’s fitness to practice before
the Office.

(c) Conduct which constitutes a violation of
paragraphs (a) and (b) of this section includes, but is not
limited to:

(2) Conviction of a criminal offense involving
moral turpitude, dishonesty, or breach of trust.

(2) Knowingly giving false or misleading
information or knowingly participating in a materia
way in giving false or misleading information, to:

(i) A client in connection with any immediate,
prospective, or pending business before the Office.

(i) The Office or any employee of the Office.

(3) Misappropriation of, or failure to properly or
timely remit, funds received by a practitioner or the
practitioner’s firm from a client to pay afee which the
client isrequired by law to pay to the Office.

(4) Directly or indirectly improperly influencing,
attempting toimproperly influence, offering or agreeing
toimproperly influence, or attempting to offer or agree
to improperly influence an officia action of any
employee of the Office by:

(i) Use of threats, fal se accusations, duress, or
coercion,

(i) An offer of any specia inducement or
promise of advantage, or

(iii) Improperly bestowing of any gift, favor,
or thing of value.

(5) Suspension or disbarment from practice as an
attorney or agent on ethical grounds by any duly
constituted authority of a State or the United States or,
in the case of a practitioner who residesin aforeign
country or isregistered under § 11.6(c), by any duly
congtituted authority of:

(i) A State,

(i) The United States, or

(iii) The country in which the practitioner
resides.

(6) Knowingly aiding or abetting a practitioner
suspended or excluded from practice before the Office
in engaging in unauthorized practice before the Office
under § 11.58.

(7) Knowingly withholding from the Office
information identifying a patent or patent application
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of another from which one or more claims have been
copied. See § 41.202(a)(1) of thistitle.

(8) Failing to inform a client or former client or
failing to timely notify the Office of an inability to
notify a client or former client of correspondence
received from the Office or the client’s or former
client’'sopponent in an inter partes proceeding before
the Office when the correspondence (i) could have a
significant effect on amatter pending beforethe Office,
(i) is received by the practitioner on behalf of aclient
or former client and (iii) is correspondence of which a
reasonable practitioner would believe under the
circumstances the client or former client should be
notified.

(9) Knowingly misusing a“ Certificate of Mailing
or Transmission” under § 1.8 of this chapter.

(10) Knowingly violating or causing to be violated
therequirementsof § 1.56 or § 1.555 of this subchapter.

(11) Except as permitted by § 1.52(c) of this
chapter, knowingly filing or causing to be filed an
application containing any material alteration madein
the application papers after the signing of the
accompanying oath or declaration without identifying
the alteration at the time of filing the application papers.

(12) Knowingly filing, or causing to befiled, a
frivolous complaint alleging aviolation by a
practitioner of the Patent and Trademark Office Code
of Professional Responsibility.

(13) Knowingly preparing or prosecuting or
providing assistance in the preparation or prosecution
of a patent application in violation of an undertaking
signed under § 11.10(b).

(14) Knowingly failing to advise the Director in
writing of any change which would preclude continued
registration under § 11.6.

(15) Signing apaper filed in the Officein violation
of the provisions of § 11.18 or making a scandal ous or
indecent statement in a paper filed in the Office.

(16) Willfully refusing to reveal or report
knowledge or evidence to the Director contrary to §
10.24 or § 11.22(b).

(17) Representing beforethe Office in apatent case
either ajoint venture comprising an inventor and an
invention developer or an inventor referred to the
registered practitioner by an invention devel oper when
(i) the registered practitioner knows, or has been
advised by the Office, that aformal complaint filed by
a Federal or State agency, based on any violation of
any law relating to securities, unfair methods of
competition, unfair or deceptive acts or practices, mail
fraud, or other civil or criminal conduct, is pending
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before a Federal or State court or Federal or State
agency, or has been resolved unfavorably by such court
or agency, against the invention developer in
connection with invention development services and
(ii) the registered practitioner fails to fully advise the
inventor of the existence of the pending complaint or
unfavorable resolution thereof prior to undertaking or
continuing representation of the joint venture or
inventor. “ I nvention devel oper” means any person, and
any agent, employee, officer, partner, or independent
contractor thereof, who is not aregistered practitioner
and who advertises invention development servicesin
media of general circulation or who enters into
contracts for invention devel opment services with
customersasaresult of such advertisement. “Invention
development services” means acts of invention
development required or promised to be performed, or
actually performed, or both, by an invention developer
for acustomer. “Invention development” meansthe
evaluation, perfection, marketing, brokering, or
promotion of an invention on behalf of a customer by
an invention developer, including a patent search,
preparation of a patent application, or any other act
done by an invention devel oper for consideration
toward the end of procuring or attempting to procure
alicense, buyer, or patent for an invention. “ Customer”
means any individual who has made an invention and
who entersinto a contract for invention devel opment
services with an invention devel oper with respect to
the invention by which theinventor becomes obligated
to pay the invention devel oper less than $5,000 (not to
include any additional sums which the invention
developer isto receive as aresult of successful
development of the invention). “ Contract for invention
development services” means a contract for invention
development serviceswith aninvention devel oper with
respect to an invention made by a customer by which
the inventor becomes obligated to pay the invention
developer less than $5,000 (not to include any
additional sums which the invention developer isto
receive as aresult of successful development of the
invention).

(18) In the absence of information sufficient to
establish areasonable belief that fraud or inequitable
conduct has occurred, alleging before atribunal that
anyone has committed afraud on the Office or engaged
in inequitable conduct in a proceeding before the
Office.

(19) Action by an employee of the Office contrary
to the provisions set forth in § 11.10(d).

(20) Knowing practice by a Government employee
contrary to applicable Federal conflict of interest laws,
or regulations of the Department, agency, or
commission employing said individual.
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(d) A practitioner who actswith recklessindifference
to whether arepresentation is true or falseis chargeable
with knowledge of its falsity. Deceitful statements of
half-truths or concealment of material facts shall be
deemed actual fraud within the meaning of this part.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8, 1985;
amended 50 FR 25073, June 17, 1985; 50 FR 25980, June 24, 1985;
paras. (c)(13), (19) & (20), 53 FR 38950, Oct. 4, 1988, effective Nov.
4,1988; corrected 53 FR 41278, Oct. 20, 1988; paras. (¢)(10) & (c)(11),
57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para. (c)(9)
amended, 58 FR 54494, Oct. 22, 1993, effective Nov. 22, 1993; para.
(c)(9) amended, 61 FR 56439, Nov. 1, 1996, effective Dec. 2, 1996;
para. (c)(15) amended, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; para. (c)(11) revised, 65 FR 54604, Sept. 8, 2000, effective Nov.
7, 2000; para(c)(7) revised, 69 FR 49959, Aug. 12, 2004, effective Sept.
13, 2004; paras. (c)(5), (c)(6), (c)(13) through (c)(16), and (c)(19)
revised, 73 FR 59513, Oct. 9, 2008, effective Oct. 9, 2008]

§ Disclosure of information to authorities.
10.24

(a) A practitioner possessing unprivileged knowledge
of aviolation of a Disciplinary Rule shall report such
knowledge to the Director.

(b) A practitioner possessing unprivileged knowledge
or evidence concerning another practitioner, employee of
the Office, or ajudge shall reveal fully such knowledge
or evidence upon proper request of atribunal or other
authority empowered to investigate or act upon the
conduct of practitioners, employees of the Office, or
judges.

[Added 50 FR 5176, Feb. 6, 1985, effective Mar. 8, 1985]

§ [Reserved]
10.25 -
10.29

8 Canon 2.
10.30

A practitioner should assist the lega profession in
fulfilling its duty to make legal counsel available.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Communications concerning a practitioner’s
10.31 services.

(a) No practitioner shall with respect to any
prospective business before the Office, by word, circular,
|etter, or advertising, with intent to defraud in any manner,
deceive, mislead, or threaten any prospective applicant
or other person having immediate or prospective business
before the Office.

(b) A practitioner may not use the name of aMember
of either House of Congress or of an individua in the
service of the United States in advertising the
practitioner’s practice before the Office.

(¢) Unless authorized under § 11.14(b), anon-lawyer
practitioner shall not hold himself or herself out as
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authorized to practice before the Office in trademark
Cases.

(d) Unlessapractitioner isan attorney, the practitioner
shall not hold himself or herself out:

(1) To be an attorney or lawyer or

(2) As authorized to practice before the Office in
non-patent and trademark cases.
[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985; para.
(c) revised, 73 FR 59513, Oct. 9, 2008, effective Oct. 9, 2008]
§  Advertising.
10.32

(a) Subject to § 10.31, a practitioner may advertise
services through public media, including a telephone
directory, legal directory, newspaper, or other periodical,
radio, or television, or through written communications
not involving solicitation as defined by § 10.33.

(b) A practitioner shall not give anything of valueto
a person for recommending the practitioner’s services,
except that a practitioner may pay the reasonable cost of
advertising or written communication permitted by this
section and may pay the usual charges of a not-for-profit
lawyer referral service or other legal service organization.

(c) Any communi cation made pursuant to this section
shall include the name of at least one practitioner
responsible for its content.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ Direct contact with prospective clients.
10.33

A practitioner may not solicit professional employment
from a prospective client with whom the practitioner has
no family or prior professiona relationship, by mail,
in-person, or otherwise, when asignificant motivefor the
practitioner’s doing so isthe practitioner’s pecuniary gain
under circumstances evidencing undue influence,
intimidation, or overreaching. Theterm “solicit” includes
contact in person, by telephone or telegraph, by letter or
other writing, or by other communication directed to a
specific recipient, but does not include letters addressed
or advertising circulars distributed generally to persons
not specifically known to need legal services of the kind
provided by the practitioner in a particular matter, but
who are so situated that they might in general find such
services useful.

[Added 50 FR 5177, Feb.6, 1985, effective Mar. 8, 1985]

§ Communication of fields of practice.
10.34

A registered practitioner may state or imply that the
practitioner is a specialist as follows:
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(a) A registered practitioner who is an attorney may
use the designation “ Patents,” “ Patent Attorney,” “ Patent
Lawyer,” “Registered Patent Attorney,” or a substantially
similar designation.

(b) A registered practitioner who is not an attorney
may use the designation “Patents,” “ Patent Agent,”
“Registered Patent Agent,” or asubstantially similar
designation, except that any practitioner who was
registered prior to November 15, 1938, may refer to
himself or herself asa* patent attorney.”

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Firm names and letter heads.
10.35

(a) A practitioner shall not use afirm name, | etterhead,
or other professional designation that violates § 10.31. A
trade name may be used by a practitioner in private
practice if it does not imply a current connection with a
government agency or with a public or charitable legal
services organization and is not otherwise in violation of
§10.31.

(b) Practitioners may state or imply that they practice
in apartnership or other organization only when that is
the fact.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Feesfor legal services.
10.36

(a) A practitioner shall not enter into an agreement
for, charge, or collect anillegal or clearly excessive fee.

(b) A feeisclearly excessive when, after areview of
the facts, a practitioner of ordinary prudence would be
left with a definite and firm conviction that the feeisin
excess of areasonable fee. Factors to be considered as
guidesin determining the reasonableness of afeeinclude
the following:

(1) The time and labor required, the novelty and
difficulty of the questions involved, and the skill
requisite to perform the legal service properly.

(2) Thelikelihood, if apparent to the client, that the
acceptance of the particular employment will preclude
other employment by the practitioner.

(3) The fee customarily charged for similar legal
Services.

(4) The amount involved and the results obtained.

(5) The time limitations imposed by the client or
by the circumstances.

(6) The nature and length of the professional
relationship with the client.

(7) The experience, reputation, and ability of the
practitioner or practitioners performing the services.
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(8) Whether the fee is fixed or contingent.
[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Division of fees among practitioners.
10.37

(a) A practitioner shall not divide afeefor lega
services with another practitioner who is not a partner in
or associate of the practitioner’s law firm or law office,
unless:

(2) The client consents to employment of the other
practitioner after afull disclosurethat adivision of fees
will be made.

(2) The division is made in proportion to the
services performed and responsibility assumed by each.

(3) Thetotal fee of the practitioners does not clearly
exceed reasonable compensation for al legal services
rendered to the client.

(b) This section does not prohibit payment to aformer
partner or associate pursuant to a separation or retirement
agreement.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ Agreementsrestricting the practice of a
10.38 practitioner.

(a) A practitioner shall not be aparty to or participate
in apartnership or employment agreement with another
practitioner that restricts the right of a practitioner to
practice before the Office after the termination of a
relationship created by the agreement, except asa
condition to payment of retirement benefits.

(b) In connection with the settlement of acontroversy
or suit, a practitioner shall not enter into an agreement
that restricts the practitioner’s right to practice before the
Office.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ Acceptance of employment.
10.39

A practitioner shall not accept employment on behalf of
a person if the practitioner knows or it is obvious that
such person wishes to:

(a) Bring alegal action, commence a proceeding
before the Office, conduct a defense, assert aposition in
any proceeding pending before the Office, or otherwise
have steps taken for the person, merely for the purpose
of harassing or maliciously injuring any other person.

(b) Present aclaim or defense in litigation or any
proceeding before the Officethat it isnot warranted under
existing law, unless it can be supported by good faith
argument for an extension, modification, or reversal of
existing law.
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[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Withdrawal from employment.
10.40

(a) A practitioner shall not withdraw from
employment in a proceeding before the Office without
permission from the Office (see 88 1.36 and 2.19 of this
subchapter). In any event, apractitioner shall not withdraw
from employment until the practitioner has taken
reasonable steps to avoid foreseeable prejudice to the
rights of the client, including giving due naotice to his or
her client, allowing time for employment of another
practitioner, delivering to the client all papersand property
to which the client is entitled, and complying with
applicable laws and rules. A practitioner who withdraws
from employment shall refund promptly any part of afee
paid in advance that has not been earned.

(b) Mandatory withdrawal. A practitioner
representing a client before the Office shall withdraw
from employment if:

(1) The practitioner knows or it is obvious that the
client is bringing alegal action, commencing a
proceeding before the Office, conducting adefense, or
asserting aposition in litigation or any proceeding
pending before the Office, or is otherwise having steps
taken for the client, merely for the purpose of harassing
or maliciously injuring any person;

(2) The practitioner knows or it is obvious that the
practitioner’s continued employment will result in
violation of a Disciplinary Rule;

(3) The practitioner’'s mental or physical condition
rendersit unreasonably difficult for the practitioner to
carry out the employment effectively; or

(4) The practitioner is discharged by the client.

(c) Permissivewithdrawal. If paragraph (b) of this
section is not applicable, a practitioner may not request
permission to withdraw in matters pending before the
Office unless such request or such withdrawal isbecause:

(1) The petitioner’s client:

(i) Insists upon presenting a claim or defense
that isnot warranted under existing law and cannot
be supported by good faith argument for an
extension, modification, or reversal of existing
law;

(i) Personally seeksto pursueanillegal course
of conduct;

(iii) Insiststhat the practitioner pursue acourse
of conduct that isillegal or that is prohibited under
aDisciplinary Rule;
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(iv) By other conduct rendersit unreasonably
difficult for the practitioner to carry out the
employment effectively;

(v) Insists, in amatter not pending before a
tribunal, that the practitioner engage in conduct
that is contrary to the judgment and advice of the
practitioner but not prohibited under the
Disciplinary Rule; or

(vi) Hasfailed to pay one or more bills
rendered by the practitioner for an unreasonable
period of time or hasfailed to honor an agreement
to pay aretainer in advance of the performance
of legal services.

(2) The practitioner’s continued employment is
likely to result in aviolation of aDisciplinary Rule;

(3) The practitioner’s inability to work with
co-counsel indicatesthat the best interests of the client
likely will be served by withdrawal;

(4) The practitioner’s mental or physical condition
rendersit difficult for the practitioner to carry out the
employment effectively;

(5) The practitioner’s client knowingly and freely
assents to termination of the employment; or

(6) The practitioner believesin good faith, in a
proceeding pending before the Office, that the Office

will find the existence of other good cause for
withdrawal.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

§ [Reserved]
10.41 -
10.45

§ Canon 3.
10.46

A practitioner should assist in preventing the unauthorized
practice of law.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

§ Aiding unauthorized practice of law.
10.47

(a) A practitioner shall not aid a non-practitioner in
the unauthorized practice of law before the Office.

(b) A practitioner shall not aid a suspended or
excluded practitioner in the practice of law before the
Office.

(c) A practitioner shall not aid a non-lawyer in the
unauthorized practice of law.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]
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§ Sharing legal fees.
10.48

A practitioner or a firm of practitioners shall not share
legal fees with a non-practitioner except that:

(a) An agreement by a practitioner with the
practitioner’s firm, partner, or associate may provide for
the payment of money, over areasonable period of time
after the practitioner’s death, to the practitioner’s estate
or to one or more specified persons.

(b) A practitioner who undertakes to complete
unfinished legal business of a deceased practitioner may
pay to the estate of the deceased practitioner that
proportion of the total compensation which fairly
represents the services rendered by the deceased
practitioner.

(c) A practitioner or firm of practitionersmay include
non-practitioner employees in a compensation or
retirement plan, even though the plan is based in whole
or in part on aprofit-sharing arrangement, providing such
plan does not circumvent another Disciplinary Rule.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985; para.
(b) revised, 58 FR 54511, Oct. 22, 1993, effective June 3, 1994]

] Forming apartner ship with anon-practitioner.
10.49

A practitioner shal not form a partnership with a
nonpractitioner if any of the activities of the partnership
consist of the practice of patent, trademark, or other law
before the Office.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

8§ [Reserved]
10.50 -
10.55

8 Canon 4.
10.56

A practitioner should preserve the confidences and secrets
of aclient.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Preservation of confidences and secrets of a
10.57 client.

(a) “Confidence’ refersto information protected by
the attorney-client or agent-client privilege under
applicablelaw. “ Secret” refersto other information gained
in the professional relationship that the client has
reguested be held inviolate or the disclosure of which
would be embarrassing or would be likely to be
detrimental to the client.

(b) Except when permitted under paragraph (c) of this
section, a practitioner shall not knowingly:
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(1) Reveal aconfidence or secret of aclient.

(2) Use a confidence or secret of aclient to the
disadvantage of the client.

(3) Use a confidence or secret of aclient for the
advantage of the practitioner or of athird person, unless
the client consents after full disclosure.

(c) A practitioner may reveal:

(1) Confidences or secrets with the consent of the
client affected but only after afull disclosureto the
client.

(2) Confidences or secrets when permitted under
Disciplinary Rules or required by law or court order.

(3) Theintention of aclient to commit a crime and
the information necessary to prevent the crime.

(4) Confidences or secrets necessary to establish
or collect the practitioner’s fee or to defend the
practitioner or the practitioner’s employees or
associates against an accusation of wrongful conduct.

(d) A practitioner shall exercise reasonable careto
prevent the practitioner’s employees, associates, and
otherswhose services are utilized by the practitioner from
disclosing or using confidences or secrets of aclient,
except that a practitioner may reveal the information
allowed by paragraph (c) of this section through an
employee.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985

§ [Reserved]
10.58 -
10.60

§ Canon 5.
10.61

A practitioner should exercise independent professional
judgment on behalf of aclient.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ Refusing employment when theinterest of the
10.62 practitioner may impair the practitioner’s
independent professional judgment.

(a) Except with the consent of aclient after full
disclosure, a practitioner shall not accept employment if
the exercise of the practitioner’s professional judgment
on behalf of the client will be or reasonably may be
affected by the practitioner’s own financial, business,
property, or personal interests.

(b) A practitioner shall not accept employment in a
proceeding before the Office if the practitioner knows or
it is obvious that the practitioner or another practitioner
in the practitioner’s firm ought to sign an affidavit to be
filed in the Office or be called as a witness, except that
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the practitioner may undertake the employment and the
practitioner or another practitioner in the practitioner’'s
firm may testify:

(1) If the testimony will relate solely to an
uncontested matter.

(2) If the testimony will relate solely to a matter of
formality and there is no reason to believe that
substantial evidence will be offered in opposition to
the testimony.

(3) If the testimony will relate solely to the nature
and value of legal services rendered in the case by the
practitioner or the practitioner’s firm to the client.

(4) Asto any matter, if refusal would work a
substantial hardship on the client because of the
distinctive value of the practitioner or the practitioner’s
firm as counsel in the particular case.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Withdrawal when the practitioner becomesa
10.63 witness.

(a) If, after undertaking employment in a proceeding
in the Office, apractitioner learnsor it is obviousthat the
practitioner or another practitioner in the practitioner’'s
firm ought to sign an affidavit to be filed in the Office or
be called as awitness on behalf of a practitioner’s client,
the practitioner shall withdraw from the conduct of the
proceeding and the practitioner’s firm, if any, shall not
continue representation in the proceeding, except that the
practitioner may continue the representation and the
practitioner or another practitioner in the practitioner’'s
firm may testify in the circumstances enumerated in
paragraphs (1) through (4) of § 10.62(b).

(b) If, after undertaking employment in a proceeding
before the Office, apractitioner learnsor it is obviousthat
the practitioner or another practitioner in the practitioner’s
firm may be asked to sign an affidavit to be filed in the
Office or be called as awitness other than on behalf of
the practitioner’sclient, the practitioner may continuethe
representation until it is apparent that the practitioner’s
affidavit or testimony is or may be prejudicia to the
practitioner’s client.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985
] Avoiding acquisition of interest in litigation or
10.64 proceeding before the Office.

(a) A practitioner shall not acquire a proprietary
interest in the subject matter of a proceeding before the
Office which the practitioner is conducting for a client,
except that the practitioner may:

(1) Acquire alien granted by law to secure the
practitioner’s fee or expenses; or
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(2) Contract with aclient for areasonable
contingent fee; or

(3) In apatent case, take an interest in the patent
aspart or al of hisor her fee.

(b) While representing a client in connection with a
contemplated or pending proceeding before the Office, a
practitioner shall not advance or guarantee financial
assistance to a client, except that a practitioner may
advance or guarantee the expenses of going forward in a
proceeding before the Office including fees required by
law to be paid to the Office, expenses of investigation,
expenses of medical examination, and costs of obtaining
and presenting evidence, provided the client remains
ultimately liable for such expenses. A practitioner may,
however, advance any fee required to prevent or remedy
an abandonment of a client’s application by reason of an
act or omission attributable to the practitioner and not to
the client, whether or not the client isultimately liablefor
such fee.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

§ Limiting businessrelationswith a client.
10.65

A practitioner shall not enter into a business transaction
with a client if they have differing interests therein and
if the client expects the practitioner to exercise
professional judgment therein for the protection of the
client, unlessthe client has consented after full disclosure.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

8 Refusing to accept or continue employment if

10.66 the interests of another client may impair the
independent professional judgment of the
practitioner.

(a) A practitioner shall decline proffered employment
if the exercise of the practitioner’s independent
professional judgment in behalf of aclient will beor is
likely to be adversely affected by the acceptance of the
proffered employment, or if it would be likely to involve
the practitioner in representing differing interests, except
to the extent permitted under paragraph (c) of this section.

(b) A practitioner shall not continue multiple
employment if the exercise of the practitioner’s
independent professional judgment in behalf of aclient
will be or islikely to be adversely affected by the
practitioner’s representation of another client, or if it
would belikely to involve the practitioner in representing
differing interests, except to the extent permitted under
paragraph (c) of this section.

(c) Inthe situations covered by paragraphs (a) and (b)
of this section, a practitioner may represent multiple
clientsif it isobviousthat the practitioner can adequately

Rev. 9, August 2012

represent the interest of each and if each consentsto the
representation after full disclosure of the possible effect

of such representation on the exercise of the practitioner’s
independent professional judgment on behalf of each.

(d) If apractitioner isrequired to decline empl oyment
or to withdraw from employment under a Disciplinary
Rule, no partner, or associate, or any other practitioner
affiliated with the practitioner or the practitioner’s firm,
maly accept or continue such employment unless otherwise
ordered by the Director or Commissioner.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Settling similar claims of clients.
10.67

A practitioner who represents two or more clients shall
not make or participate in the making of an aggregate
settlement of the claims of or against the practitioner’s
clients, unless each client has consented to the settlement
after being advised of the existence and nature of all the
claims involved in the proposed settlement, of the total
amount of the settlement, and of the participation of each
person in the settlement.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Avoiding influence by othersthan the client.
10.68

(a) Except with the consent of the practitioner’sclient
after full disclosure, a practitioner shal not:

(1) Accept compensation from one other than the
practitioner’sclient for the practitioner’slegal services
to or for the client.

(2) Accept from one other than the practitioner’s
client any thing of value related to the practitioner’s
representation of or the practitioner’s employment by
theclient.

(b) A practitioner shall not permit a person who
recommends, employs, or pays the practitioner to render
legal servicesfor another, to direct or regulate the
practitioner’s professional judgment in rendering such
legal services.

(c) A practitioner shall not practicewith or intheform
of aprofessional corporation or association authorized to
practice law for aprofit, if anon-practitioner hastheright
to direct or control the professional judgment of a
practitioner.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ [Reserved]
10.69 -
10.75

8 Canon 6.
10.76
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A practitioner should represent a client competently.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

8 Failing to act competently.
10.77

A practitioner shall not:

(a) Handle alegal matter which the practitioner knows
or should know that the practitioner is not competent to
handle, without associating with the practitioner another
practitioner who is competent to handle it.

(b) Handle alegal matter without preparation adequate
in the circumstances.

(c) Neglect alegal matter entrusted to the practitioner.
[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985

8§ Limiting liability to client.
10.78

A practitioner shall not attempt to exonerate himself or
herself from, or limit hisor her liability to, aclient for his
or her personal malpractice.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ [Reserved]
10.79 -
10.82

§ Canon 7.
10.83

A practitioner should represent a client zealously within
the bounds of the law.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ Representing a client zealously.
10.84

(a) A practitioner shall not intentionally:

(1) Fail to seek the lawful objectives of aclient
through reasonabl e available means permitted by law
and the Disciplinary Rules, except as provided by
paragraph (b) of this section. A practitioner does not
violate the provisions of this section, however, by
acceding to reasonabl e requests of opposing counsel
which do not prejudice the rights of the client, by being
punctual infulfilling all professional commitments, by
avoiding offensive tactics, or by treating with courtesy
and consideration all personsinvolved in the legal
process.

(2) Fail to carry out a contract of employment
entered into with aclient for professional services, but
apractitioner may withdraw as permitted under §8
10.40, 10.63, and 10.66.

R-219

(3) Prejudice or damage a client during the course
of aprofessional relationship, except asrequired under
this part.

(b) In representation of a client, a practitioner may:

(1) Where permissible, exercise professional
judgment to waive or fail to assert aright or position
of theclient.

(2) Refuse to aid or participate in conduct that the
practitioner believesto be unlawful, even though there
is some support for an argument that the conduct is
legal.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Representing a client within the bounds of the
10.85 law.

(a) In representation of a client, a practitioner shall
not:

(1) Initiate or defend any proceeding before the
Office, assert a position, conduct a defense, delay a
trial or proceeding before the Office, or take other
action on behalf of the practitioner’s client when the
practitioner knows or when it is obvious that such
action would serve merely to harass or maliciously
injure another.

(2) Knowingly advance aclaim or defense that is
unwarranted under existing law, except that a
practitioner may advance such claim or defenseiif it
can be supported by good faith argument for an
extension, modification, or reversal of existing law.

(3) Conceal or knowingly fail to disclosethat which
the practitioner isrequired by law to reveal.

(4) Knowingly use perjured testimony or false
evidence.

(5) Knowingly make a false statement of law or
fact.

(6) Participate in the creation or preservation of
evidence when the practitioner knows or it is obvious
that the evidence isfalse.

(7) Counsel or assist aclient in conduct that the
practitioner knowsto beillegal or fraudulent.

(8) Knowingly engage in other illegal conduct or
conduct contrary to a Disciplinary Rule.

(b) A practitioner who receivesinformation clearly
establishing that:

(2) A client has, in the course of the representation,
perpetrated afraud upon a person or tribunal shall
promptly call upon the client to rectify the same, and
if the client refuses or isunableto do so the practitioner
shall reveal the fraud to the affected person or tribunal.
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(2) A person other than a client has perpetrated a
fraud upon atribunal shall promptly reveal the fraud
to the tribunal.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

8§ [Reserved]
10.86

§ Communicating with one of adver seinterest.
10.87

During the course of representation of a client, a
practitioner shall not:

() Communicate or cause another to communicate
on the subject of the representation with a party the
practitioner knows to be represented by another
practitioner in that matter unless the practitioner has the
prior consent of the other practitioner representing such
other party or is authorized by law to do so. It isnot
improper, however, for apractitioner to encourage aclient
to meet with an opposing party for settlement discussions.

(b) Give adviceto aperson who is not represented by
apractitioner other than the advice to secure counsel, if
the interests of such person are or have a reasonable
possibility of being in conflict with the interests of the
practitioner’s client.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ Threatening criminal prosecution.
10.88

A practitioner shall not present, participatein presenting,
or threaten to present criminal charges solely to obtain an
advantage in any prospective or pending proceeding
before the Office.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ Conduct in proceedings.
10.89

(&) A practitioner shall not disregard or adviseaclient
to disregard any provision of this Subchapter or adecision
of the Office made in the course of a proceeding before
the Office, but the practitioner may take appropriate steps
in good faith to test the validity of such provision or
decision.

(b) In presenting amatter to the Office, apractitioner
shall disclose:

(1) Contralling legal authority known to the
practitioner to be directly adverseto the position of the
client and which is not disclosed by opposing counsel
or an employee of the Office.

(2) Unless privileged or irrelevant, the identities of
the client the practitioner represents and of the persons
who employed the practitioner.
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(c) In appearing in a professional capacity before a
tribunal, a practitioner shall not:

(2) State or alludeto any matter that the practitioner
has no reasonable basis to believe is relevant to the
case or that will not be supported by admissible
evidence.

(2) Ask any question that the practitioner has no
reasonable basis to believe is relevant to the case and
that is intended to degrade a witness or other person.

(3) Assert the practitioner’s personal knowledge of
the facts in issue, except when testifying as a witness.

(4) Assert the practitioner’s personal opinion asto
thejustness of acause, asto the credibility of awitness,
asto the culpability of acivil litigant, or asto the guilt
or innocence of an accused; but the practitioner may
argue, on the practitioner’s analysis of the evidence,
for any position or conclusion with respect to the
matters stated herein.

(5) Engage in undignified or discourteous conduct
before the Office (see § 1.3 of the subchapter).

(6) Intentionally or habitually violate any provision
of this subchapter or established rule of evidence.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8, 1985]

§ [Reserved]
10.90 -
10.91

8§ Contact with witnesses.
10.92

(a) A practitioner shall not suppress any evidencethat
the practitioner or the practitioner’s client has alegal
obligation to reveal or produce.

(b) A practitioner shall not advise or cause a person
to be secreted or to leave the jurisdiction of atribunal for
the purpose of making the person unavailable asawitness
therein.

(c) A practitioner shall not pay, offer to pay,
or acquiesce in payment of compensation to a
witness contingent upon the content of the witness'
affidavit, testimony or the outcome of the case. But a
practitioner may advance, guarantee, or acquiesce in the
payment of:

(1) Expenses reasonably incurred by awitnessin
attending, testifying, or making an affidavit.

(2) Reasonable compensation to awitness for the
witness' loss of timein attending, testifying, or making
an affidavit.

(3) A reasonable fee for the professional services
of an expert witness.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]
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§ Contact with officials.
10.93

(a) A practitioner shall not give or lend anything of
valueto ajudge, official, or employee of atribuna under
circumstances which might give the appearance that the
gift or loan is made to influence official action.

(b) In an adversary proceeding, including any inter
partes proceeding before the Office, a practitioner shall
not communicate, or cause another to communicate, as
to the merits of the cause with ajudge, official, or Office
employee beforewhom the proceeding i s pending, except:

() In the course of official proceedingsin the
cause.

(2) Inwriting if the practitioner promptly delivers
acopy of the writing to opposing counsel or to the
adverse party if the adverse party is not represented by
apractitioner.

(3) Orally upon adequate notice to opposing counsel
or to the adverse party if the adverse party is not
represented by a practitioner.

(4) As otherwise authorized by law.
[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

8 [Reserved]
10.94 -
10.99

8 Canon 8.
10.100

A practitioner should assist inimproving thelegal system.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

§ Action asa public official.
10.101

(&) A practitioner who holds public office shall not:

(1) Usethe practitioner’s public position to obtain,
or attempt to obtain, a special advantagein legislative
matters for the practitioner or for a client under
circumstances where the practitioner knowsor it is
obvious that such action is not in the public interest.

(2) Use the practitioner’s public position to
influence, or attempt to influence, atribunal to act in
favor of the practitioner or of aclient.

(3) Accept any thing of value from any person when
the practitioner knows or it is obvious that the offer is
for the purpose of influencing the practitioner’s action
asapublic official.

(b) A practitioner who is an officer or employee of
the United States shall not practice before the Officein
patent cases except as provided in § 10.10(c) and (d).
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[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985; para.
(b) amended, 54 FR 6520, Feb. 13, 1989]
8§ Statements concerning officials.
10.102

(a) A practitioner shall not knowingly make false
statements of fact concerning the qualifications of a
candidate for election or appointment to ajudicial office
or to a position in the Office.

(b) A practitioner shall not knowingly make false
accusations against ajudge, other adjudicatory officer, or
employee of the Office.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Practitioner candidate for judicial office.
10.103

A practitioner who is acandidate for judicial office shall
comply with applicable provisions of law.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

8§ [Reserved]
10.104

10.109

8§ Canon 9.
10.110

A practitioner should avoid even the appearance of
professional impropriety.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Avoiding even the appearance of impropriety.
10.111

(a) A practitioner shall not accept private employment
in amatter upon the merits of which he or she has acted
inajudicial capacity.

(b) A practitioner shall not accept private employment
in amatter in which he or she had personal responsibility
while a public employee.

(c) A practitioner shall not state or imply that the
practitioner is able to influence improperly or upon
irrelevant grounds any tribunal, legisative body, or public
official.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985]

8§ Preserving identity of funds and property of
10.11Zlient.

(a) All funds of clients paid to a practitioner or a
practitioner’s firm, other than advances for costs and
expenses, shall be deposited in one or more identifiable
bank accounts maintained in the United States or, in the
case of apractitioner having an officein aforeign country
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or registered under § 11.6(c), in the United States or the
foreign country.

(b) No funds belonging to the practitioner or the
practitioner’sfirm shall be deposited in the bank accounts
required by paragraph (a) of this section except asfollows:

(1) Fundsreasonably sufficient to pay bank charges
may be deposited therein.

(2) Funds belonging in part to aclient and in part
presently or potentially to the practitioner or the
practitioner’s firm must be deposited therein, but the
portion belonging to the practitioner or the
practitioner’sfirm may be withdrawn when due unless
the right of the practitioner or the practitioner’s firm
to receiveit isdisputed by the client, in which event
the disputed portion shall not be withdrawn until the
disputeisfinaly resolved.

(c) A practitioner shall:

(2) Promptly notify aclient of the receipt of the
client’s funds, securities, or other properties.

(2) Identify and label securities and properties of a
client promptly upon receipt and place them in a safe
deposit box or other place of safekeeping as soon as
practicable.

(3) Maintain complete records of all funds,
securities, and other properties of aclient coming into
the possession of the practitioner and render appropriate
accounts to the client regarding the funds, securities,
or other properties.

(4) Promptly pay or deliver to the client as
regquested by aclient the funds, securities, or other
properties in the possession of the practitioner which
theclient is entitled to receive.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985; para.
(a) revised, 70 FR 56119, Sept. 26, 2005, effective Nov. 25, 2005]

§ [Reserved]
10.113

10.170

PART -11 REPRESENTATION OF OTHERS BEFORE THE
UNITED STATES PATENT AND TRADEMARK OFFICE

Subpart A — General Provisions

GENERAL INFORMATION

§ 11.1D€finitions.

This part governs solely the practice of patent, trademark,
and other law before the United States Patent and
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Trademark Office. Nothing in this part shall be construed
to preempt the authority of each State to regulate the
practice of law, except to the extent necessary for the
United States Patent and Trademark Officeto accomplish
its Federal objectives. Unless otherwise clear from the
context, the following definitions apply to this part:

Attorney or lawyer meansan individual whoisamember
in good standing of the highest court of any State,
including an individual who is in good standing of the
highest court of one State and not under an order of any
court or Federal agency suspending, enjoining, restraining,
disbarring or otherwise restricting the attorney from
practice before the bar of another State or Federal agency.
A non-lawyer means a person who is not an attorney or

lawyer.

Belief or believes meansthat the person involved actually
supposed thefact in question to be true. A person’s belief
may be inferred from circumstances.

Conviction or convicted meansany confessionto acrime;

averdict or judgment finding a person guilty of a crime;
any entered plea, including nolo contendre or Alford
plea, to a crime; or receipt of deferred adjudication
(whether judgment or sentence has been entered or not)
for an accused or pled crime.

Crime means any offense declared to be a felony or
misdemeanor by Federal or State law in the jurisdiction
where the act occurs.

Data sheet means a form used to collect the name,
address, and telephone information from individuals
recognized to practice beforethe Officein patent matters.

Disqualified meansany action that prohibitsa practitioner
from participating in or appearing before the program or
agency, regardless of how long the prohibition lasts or
the specific terminology used.

Federal agency means any authority of the executive
branch of the Government of the United States.

Federal program means any program established by an
Act of Congress or administered by a Federal agency.

Fiscal year means the time period from October 1st
through the ensuing September 30th.
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Fraud or fraudulent means conduct having a purpose to
deceive and not merely negligent misrepresentation or
failure to apprise another of relevant information.

Good moral character and reputation means the
possession of honesty and truthfulness, trustworthiness
and reliability, and aprofessional commitment to thelegal
process and the administration of justice, as well as the
condition of being regarded as possessing such qualities.

Grievance means a written submission from any source
received by the OED Director that presents possible
grounds for discipline of a specified practitioner.

Knowingly, known, or knows means actual knowledge
of the fact in question. A person’s knowledge may be
inferred from circumstances.

Mandatory Disciplinary Rule is a rule identified in §
10.20(b) of this chapter as a Disciplinary Rule.

Matter means any litigation, administrative proceeding,

lobbying activity, application, claim, investigation,
controversy, arrest, charge, accusation, contract,
negotiation, estate or family relations practice issue,
request for aruling or other determination, or any other
matter covered by the conflict of interest rules of the
appropriate Government entity.

OED means the Office of Enrollment and Discipline.

OED Director means the Director of the Office of
Enrollment and Discipline.

OED Director’s representatives means attorneys within
the USPTO Office of General Counsel who act as
representatives of the OED Director.

Office means the United States Patent and Trademark
Office.

Practitioner means:

(1) An attorney or agent registered to practice before
the Office in patent matters,

(2) Anindividual authorized under 5 U.S.C. 500(b)
or otherwise as provided by § 10.14(b), (c), and (e) of this
subchapter, to practice before the Office in trademark
matters or other non-patent matters, or

(3) Anindividual authorized to practice before the
Officein a patent case or matters under § 11.9(a) or (b).
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Proceeding before the Office means an application for

patent, an application for reissue, a reexamination, a
protest, apublic use matter, an inter partes patent matter,
correction of a patent, correction of inventorship, an
application to register a trademark, an inter partes
trademark matter, an appeal, a petition, and any other
matter that is pending before the Office.

Reasonable or reasonably when used in relation to
conduct by a practitioner means the conduct of a
reasonably prudent and competent practitioner.

Registration means registration to practice before the
Officein patent proceedings.

Roster means a list of individuals who have been
registered as either a patent attorney or patent agent.

Serious crime means:

(2) Any criminal offense classified as afelony under
the laws of the United States, any state or any foreign
country where the crime occurred; or

(2) Any crime a necessary element of which, as
determined by the statutory or common law definition of
such crime in the jurisdiction where the crime occurred,
includes interference with the administration of justice,
fal se swearing, misrepresentation, fraud, willful failure
to file income tax returns, deceit, bribery, extortion,
misappropriation, theft, or an attempt or a conspiracy or
solicitation of another to commit a* serious crime.”

Sgnificant evidence of rehabilitation means satisfactory
evidence that is significantly more probable than not that
there will be no recurrence in the foreseeable future of
the practitioner’s prior disability or addiction.

Sate means any of the 50 states of the United States of

America, the District of Columbia, and any
Commonwealth or territory of the United States of
America

Substantial when used in reference to degree or extent
means amaterial matter of clear and weighty importance.

Suspend or suspension means a temporary debarring
from practice before the Office or other jurisdiction.

United Sates means the United States of America, and
the territories and possessions the United States of
America
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USPTO Director meansthe Director of the United States
Patent and Trademark Office, or an employee of the
Office delegated authority to act for the Director of the
United States Patent and Trademark Office in matters
arising under this part.

[Added, 69 FR 35427, June 24, 2004, effective July 26, 2004;
revised, 73 FR 47650, Aug. 14, 2008, effective Sept. 15, 2008; definition
of “grievance” added, 77 FR 45247, July 31, 2012, effective August
30, 2012

§ 11.Director of the Office of Enrollment and
Discipline.

(a) Appointment. The USPTO Director shall appoint
aDirector of the Office of Enrollment and Discipline
(OED Director). In the event of avacancy in the office
of the OED Director, the USPTO Director may designate
an employee of the Office to serve as acting OED
Director. The OED Director shall be an active member
in good standing of the bar of the highest court of a State.

(b) Duties. The OED Director shall:

(1) Supervise staff as may be necessary for the
performance of the OED Director’s duties.

(2) Receive and act upon applications for
registration, prepare and grade the examination
provided for in § 11.7(b), maintain the register provided
forin 8 11.5, and perform such other dutiesin
connection with enrollment and recognition of attorneys
and agents as may be necessary.

(3) Conduct investigationsinto the moral character
and reputation of any individual seeking to beregistered
as an attorney or agent, or of any individual seeking
limited recognition, deny registration or recognition of
individuals failing to demonstrate possession of good
moral character and reputation, and perform such other
dutiesin connection with enrollment matters and
investigations as may be necessary.

(4) Conduct investigations of mattersinvolving
possible groundsfor discipline of practitioners coming
to the attention of the OED Director. Except in matters
meriting summary dismissal, no disposition under §
11.22(h) shall be recommended or undertaken by the
OED Director until the accused practitioner shall have
been afforded an opportunity to respond to areasonable
inquiry by the OED Director.

(5) With the consent of a panel of three members
of the Committee on Discipline, initiate disciplinary
proceedings under § 11.32 and perform such other
dutiesin connection with investigations and disciplinary
proceedings as may be necessary.

(6) Oversee the preliminary screening of
information and close investigations as provided for in
§11.22.
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(7) [Reserved]

(c) Petition to OED Director regarding enrollment
or recognition . Any petition from any action or
reguirement of the staff of OED reporting to the OED
Director shall betaken to the OED Director accompanied
by payment of the fee set forth in 8§ 1.21(a)(5)(i) of this
chapter. Any such petition not filed within sixty daysfrom
the mailing date of the action or notice from which relief
is requested will be dismissed as untimely. Thefiling of
apetition will neither stay the period for taking other
action which may berunning, nor stay other proceedings.
The petitioner may fileasingle request for reconsideration
of adecision within thirty days of the date of the decision.
Filing arequest for reconsideration stays the period for
seeking review of the OED Director’s decision until a
final decision on therequest for reconsideration isissued.
A final decision by the OED Director may be reviewed
in accordance with the provisions of paragraph (d) of this
section.

(d) Review of OED Director’s decision regarding
enrollment or recognition . A party dissatisfied with a
final decision of the OED Director regarding enrollment
or recognition may seek review of the decision upon
petition to the USPTO Director accompanied by payment
of the fee set forth in § 1.21(a)(5)(ii) of this chapter. Any
such petition to the USPTO Director waives aright to
seek reconsideration from the OED Director. Any petition
not filed within thirty days after the final decision of the
OED Director may be dismissed as untimely. Briefs or
memoranda, if any, in support of the petition shall
accompany the petition. The petition will be decided on
the basis of the record made before the OED Director.
The USPTO Director in deciding the petition will consider
no new evidence. Copies of documents already of record
before the OED Director shall not be submitted with the
petition. An oral hearing will not be granted except when
considered necessary by the USPTO Director. Any request
for reconsideration of the decision of the USPTO Director
may be dismissed as untimely if not filed within thirty
days after the date of said decision.

(e) Petitionto USPTO Director in disciplinary
matters. Petition may be taken to the USPTO Director to
invoke the supervisory authority of the USPTO Director
in appropriate circumstancesin disciplinary matters. Any
such petition must contain a statement of the facts
involved and the point or points to be reviewed and the
action requested. Briefs or memoranda, if any, in support
of the petition must accompany the petition. Where facts
are to be proven, the proof in the form of affidavits or
declarations (and exhibits, if any) must accompany the
petition. The OED Director may be directed by the
USPTO Director to file areply to the petition, supplying
acopy to the petitioner. An oral hearing will not be
granted except when considered necessary by the USPTO
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Director. The merefiling of a petition will not stay an
investigation, disciplinary proceeding or other
proceedings. Any petition under this part not filed within
thirty days of the mailing date of the action or notice from
which relief isrequested may be dismissed as untimely.
Any request for reconsideration of the decision of the
USPTO Director may be dismissed as untimely if not
filed within thirty days after the date of said decision.

[Added, 69 FR 35427, June 24, 2004, effective July 26, 2004;
paras. (a), (b)(4), (c) and (d) revised, paras. (b)(5), (b)(6) and (e) added,
73 FR 47650, Aug. 14, 2008, effective Sept. 15, 2008]

§ 11.38uspension of rules.

(a) Inan extraordinary situation, when justice requires,
any requirement of the regulations of this Part whichis
not arequirement of statute may be suspended or waived
by the USPTO Director or the designee of the USPTO
Director, sua sponte, or on petition by any party,
including the OED Director or the OED Director’'s
representative, subject to such other requirements as may
be imposed.

(b) No petition under this section shall stay a
disciplinary proceeding unless ordered by the USPTO
Director or a hearing officer.

[Added, 69 FR 35427, June 24, 2004, effective July 26, 2004;
revised, 73 FR 47650, Aug. 14, 2008, effective Sept. 15, 2008]

Subpart B — Recognition To Practice Before the
USPTO

PATENTS, TRADEMARKS, AND OTHER
NON-PATENT LAW

§ 11.4Reserved]
[Reserved, 69 FR 35427, June 24, 2004, effective July 26, 2004]

§ 11.Register of attorneysand agentsin patent
matters, practice beforethe office.

(a) A register of attorneys and agentsis kept in the
Office on which are entered the names of all individuals
recognized as entitled to represent applicants having
prospective or immediate business before the Officein
the preparation and prosecution of patent applications.
Registration in the Office under the provisions of this part
shall entitletheindividuals so registered to practice before
the Office only in patent matters.

(b) Practice before the Office. Practice before the
Office includes, but is not limited to, law-related service
that comprehends any matter connected with the
presentation to the Office or any of its officers or
employees relating to a client’s rights, privileges, duties,
or responsibilities under the laws or regulations
administered by the Office for the grant of a patent or
registration of atrademark, or for enrollment or
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disciplinary matters. Such presentationsinclude preparing
necessary documents in contemplation of filing the
documents with the Office, corresponding and
communicating with the Office, and representing a client
through documents or at interviews, hearings, and
meetings, as well as communicating with and advising a
client concerning matters pending or contemplated to be
presented before the Office. Nothing in this section
proscribes a practitioner from employing or retaining
non-practitioner assistants under the supervision of the
practitioner to assist the practitioner in matters pending
or contemplated to be presented before the Office.

(1) Practice before the Office in patent matters.
Practice before the Office in patent matters includes,
but is not limited to, preparing and prosecuting any
patent application, consulting with or giving advice to
aclient in contemplation of filing a patent application
or other document with the Office, drafting the
specification or claims of apatent application; drafting
an amendment or reply to a communication from the
Office that may require written argument to establish
the patentability of aclaimed invention; drafting areply
to acommunication from the Office regarding a patent
application; and drafting acommunication for apublic
use, interference, reexamination proceeding, petition,
appeal to or any other proceeding before the Board of
Patent Appeals and Interferences, or other proceeding.
Registration to practice before the Officein patent cases
sanctions the performance of those serviceswhich are
reasonably necessary and incident to the preparation
and prosecution of patent applications or other
proceeding before the Office involving a patent
application or patent in which the practitioner is
authorized to participate. The services include:

(i) Considering the advisability of relying upon
aternative forms of protection which may be
available under state law, and

(i) Drafting an assignment or causing an
assignment to be executed for the patent owner in
contemplation of filing or prosecution of a patent
application for the patent owner, where the
practitioner represents the patent owner after a
patent issues in a proceeding before the Office,
and when drafting the assignment the practitioner
does no more than replicate the terms of a
previously existing oral or written obligation of
assignment from one person or party to another
person or party.

(2) Practice beforethe Officein trademark matters.
Practice before the Office in trademark matters
includes, but isnot limited to, consulting with or giving
advicetoaclient in contemplation of filing atrademark
application or other document with the Office;
preparing and prosecuting an application for trademark
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registration; preparing an amendment which may
require written argument to establish the registrability
of the mark; and conducting an opposition, cancellation,
or concurrent use proceeding; or conducting an appeal
to the Trademark Trial and Appeal Board.

[Added, 69 FR 35427, June 24, 2004, effective July 26, 2004;
revised, 73 FR 47650, Aug. 14, 2008, effective Sept. 15, 2008]

§ 11.&Registration of attorneysand agents.

(a) Attorneys. Any citizen of the United States who
is an attorney and who fulfills the requirements of this
part may be registered as a patent attorney to practice
before the Office. When appropriate, any alien whoisan
attorney, who lawfully resides in the United States, and
who fulfillsthe requirements of this part may beregistered
asapatent attorney to practice before the Office, provided
that such registration is not inconsistent with the terms
upon which the alien was admitted to, and residesiin, the
United States and further provided that the alien may
remain registered only:

(2) If the dien continuesto lawfully reside in the
United States and registration does not become
inconsistent with the terms upon which the aien
continues to lawfully reside in the United States, or

(2) If thealien ceasestoresidein the United States,
the alien is qualified to be registered under paragraph
(c) of this section. See also § 11.9(b).

(b) Agents. Any citizen of the United Stateswho is
not an attorney, and who fulfills the requirements of this
part may beregistered asapatent agent to practice before
the Office. When appropriate, any alien who is not an
attorney, who lawfully residesin the United States, and
who fulfillsthe requirements of this part may beregistered
as a patent agent to practice before the Office, provided
that such registration is not inconsistent with the terms
upon which the alien was admitted to, and residesin, the
United States, and further provided that the alien may
remain registered only:

(2) If the alien continues to lawfully reside in the
United States and registration does not become
inconsistent with the terms upon which the alien
continuesto lawfully reside in the United States or

(2) If thealien ceasestoresidein the United States,
the alien is qualified to be registered under paragraph
(c) of this section. See also § 11.9(b).

(c) Foreigners . Any foreigner not aresident of the
United States who shall file proof to the satisfaction of
the OED Director that he or sheisregistered and in good
standing before the patent office of the country in which
he or she resides and practices, and who is possessed of
the qualifications stated in § 11.7, may beregistered asa
patent agent to practice before the Office for the limited
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purpose of presenting and prosecuting patent applications
of applicants located in such country, provided that the
patent office of such country allows substantially
reciprocal privileges to those admitted to practice before
the Office. Registration as a patent agent under this
paragraph shall continue only during the period that the
conditions specified in this paragraph obtain. Upon notice
by the patent office of such country that a patent agent
registered under this section isno longer registered or no
longer in good standing before the patent office of such
country, and absent a showing of cause why his or her
name should not be removed from the register, the OED
Director shall promptly remove the name of the patent
agent from the register and publish the fact of removal.
Upon ceasing to reside in such country, the patent agent
registered under this section is no longer qualified to be
registered under this section, and the OED Director shall
promptly remove the name of the patent agent from the
register and publish the fact of removal.

(d) Board of Patent Appeals and Interferences
matters . For action by a person who is not registered in
aproceeding before the Board of Patent Appeals and
Interferences, see § 41.5(a) of thistitle.

[Added, 69 FR 35427, June 24, 2004, effective July 26, 2004;
para. (d) revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004]

§ 11.Requirementsfor registration.

(a) Noindividual will beregistered to practice before
the Office unless he or she has:

(2) Applied to the USPTO Director in writing by
completing an application for registration form supplied
by the OED Director and furnishing all requested
information and material; and

(2) Established to the satisfaction of the OED
Director that he or she:

(i) Possesses good moral character and
reputation;

(i) Possesses the legal, scientific, and
technical qualifications necessary for him or her
to render applicants valuable service; and

(ii1) I's competent to advise and assist patent
applicants in the presentation and prosecution of
their applications before the Office.

(b)
(2) To enable the OED Director to determine
whether an individual has the qualifications specified
in paragraph (a)(2) of this section, theindividual shall:

(i) Fileacomplete application for registration
each time admission to the registration
examination isrequested. A complete application
for registration includes:
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(A) An application for registration
form supplied by the OED Director
wherein all requested information and
supporting documents are furnished,

(B) Payment of the fees required by §
1.21(a)(2) of this subchapter,

(C) Setisfactory proof of scientificand
technical qualifications, and

(D) For diens, provide proof that
recognition is not inconsistent with the
termsof their visaor entry into the United
States;

(ii) Pass the registration examination, unless
the taking and passing of the examination is
waived as provided in paragraph (d) of this
section. Unless examination is waived pursuant
to paragraph (d) of this section, each individual
seeking registration must take and pass the
registration examination to enable the OED
Director to determine whether the individual
possessesthelegal and competence qualifications
specified in paragraphs (a)(2)(ii) and (a)(2)(iii) of
thissection. Anindividual failing the examination
may, upon receipt of notice of failure from OED,
reapply for admission to the examination. An
individual failing the examination must wait thirty
days after the date the individual last took the
examination before retaking the examination. An
individual reapplying shall:

(A) File acompleted application for
registration form wherein all requested
information and supporting documentsare
furnished,

(B) Pay the feesrequired by § 1.21
(a)(1) of this subchapter, and

(C) For aliens, provide proof that
recognition is not inconsistent with the
termsof their visaor entry into the United
Stetes; and

(iii) Provide satisfactory proof of possession
of good moral character and reputation.

(2) Anindividua failing to file a complete
application for registration will not be admitted to the
examination and will be notified of theincompleteness.
Applications for registration that are incomplete as
originally submitted will be considered only when they
have been completed and received by OED, provided
that this occurs within sixty days of the mailing date
of the notice of incompleteness. Thereafter, a new and
complete application for registration must be filed.

R-227

Only an individual approved as satisfying the
requirements of paragraphs (b)(1)(i)(A), (b)(L)(i)(B),
(b)(1)(i)(C) and (b)(1)(i)(D) of this sect i on may be
admitted to the examination.

(3) If anindividual does not reapply until morethan
one year after the mailing date of anotice of failure,
that individual must again comply with paragraph
(b)(1)(i) of this section.

(c) Eachindividual seeking registrationisresponsible
for updating all information and answers submitted in or
with the application for registration based upon anything
occurring between the date the application for registration
issigned by the individual, and the date he or sheis
registered or recognized to practice before the Office in
patent matters. The update shall befiled within thirty days
after the date of the occasion that necessitates the update.

(d) Waiver of the Registration Examination for
Former Office Employees.

(1) Former patent examinerswho by July 26, 2004,
had not actively served four yearsin the patent
examining corps, and were serving in the corps at the
time of their separation. The OED Director may waive
the taking of aregistration examination in the case of
any individual meeting the requirements of paragraph
(b)(1)(i)(C) of this section who is aformer patent
examiner but by July 26, 2004, had not served four
yearsin the patent examining corps, if the individual
demonstrates that he or she:

(i) Actively served in the patent examining
corps of the Office and was serving in the corps
at the time of separation from the Office,

(i) Received acertificate of legal competency
and negotiation authority;

(iii) After receiving the certificate of legal
competency and negotiation authority, was rated
at least fully successful in each quality
performance element of his or her performance
plan for the last two complete fiscal yearsasa
patent examiner; and

(iv) Was not under an oral or written warning
regarding the quality performance elementsat the
time of separation from the patent examining
corps.

(2) Former patent examinerswho on July 26, 2004,
had actively served four yearsin the patent examining
corps, and were serving in the corps at the time of their
separation. The OED Director may waive the taking
of aregistration examination in the case of any
individual meeting the requirements of paragraph
(b)(1)(1)(C) of this section who is aformer patent
examiner and by July 26, 2004, had served four years

Rev. 9, August 2012



MPEP

in the patent examining corps, if the individual
demonstrates that he or she:

(i) Actively served for at least four yearsin
the patent examining corps of the Office by July
26, 2004, and was serving in the corps at the time
of separation from the Office;

(ii) Wasrated at least fully successful in each
quality performance element of hisor her
performance plan for the last two compl ete fiscal
years as a patent examiner in the Office; and

(i) Was not under an oral or written warning
regarding the quality performance elementsat the
time of separation from the patent examining
corps.

(3) Certainformer Office employeeswho were not
serving in the patent examining corps upon their
separation from the Office. The OED Director may
waive the taking of aregistration examination in the
case of aformer Office employee meeting the
reguirements of paragraph (b)(1)(i)(C) of this section
who by petition demonstrates possession of the
necessary legal qualifications to render to patent
applicants and others valuable service and assistance
in the preparation and prosecution of their applications
or other business before the Office by showing that he
or she has:

(i) Exhibited comprehensive knowledge of
patent law equivalent to that shown by passing
the registration examination as aresult of having
been in a position of responsibility in the Office
in which he or she:

(A) Provided substantial guidance on
patent examination policy, including the
devel opment of rule or procedure changes,
patent examination guidelines, changesto
the Manual of Patent Examining
Procedure, development of training or
testing materials for the patent examining
corps, or development of materialsfor the
registration examination or continuing
legal education; or

(B) Represented the Office in patent
cases before Federal courts; and

(ii) Wasrated at least fully successful in each
quality performance element of hisor her
performance plan for said position for the last two
completerating periodsin the Office, and was not
under an oral or written warning regarding such
performance elements at the time of separation
from the Office.
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(4) To be eligible for consideration for waiver, an
individual formerly employed by the Office within the
scope of one of paragraphs (d)(1), (d)(2) or (d)(3) of
this section must file a complete application for
registration and pay the fee required by § 1.21(a)(1)(i)
of this subchapter within two years of the individual's
date of separation from the Office. All other individuals
formerly employed by the Office, including former
examiners, filing an application for registration or fee
more than two years after separation from the Office,
are required to take and pass the registration
examination. The individual or former examiner must
pay the examination fee required by § 1.21(a)(1)(ii) of
this subchapter within thirty days after notice of
non-waiver.

(e) Examination results . Notification of the
examination resultsis final. Within sixty days of the
mailing date of anatice of failure, theindividual isentitled
to inspect, but not copy, the questions and answers he or
sheincorrectly answered. Review will be under
supervision. No notes may be taken during such review.
Substantive review of the answers or questions may not
be pursued by petition for regrade. An individual who
failed the examination has the right to retake the
examination an unlimited number of times upon payment
of the fees required by § 1.21 (a)(1)(i) and (ii) of this
subchapter, and a fee charged by a commercial entity
administering the examination.

(f) Application for reciprocal recognition . An
individual seeking reciprocal recognition under § 11.6
(c), in addition to satisfying the provisions of paragraphs
(a) and (b) of this section, and the provisions of § 11.8(c),
shall pay the application fee required by § 1.21(a)(1)(i)
of this subchapter upon filing an application for
registration.

(g) Investigation of good moral character and
reputation. (1) Every individual seeking recognition shall
answer all questionsin the application for registration and
reguest(s) for comments issued by OED; disclose all
relevant facts, dates and information; and provide verified
copies of documents relevant to his or her good moral
character and reputation. Anindividua who isan attorney
shall submit acertified copy of each of hisor her State
bar applications and moral character determinations, if
available.

@)

(i) If the OED Director receives information
from any source that reflects adversely on the
good moral character or reputation of anindividual
seeking registration or recognition, the OED
Director shall conduct an investigation into the
good mora character and reputation of that
individual. The investigation will be conducted
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after the individual has passed the registration
examination, or after the registration examination
has been waived for the individual, as applicable.
Anindividual failing to timely answer questions
or respond to an inquiry by OED shall be deemed
to have withdrawn his or her application, and shall
be required to reapply, pass the examination, and
otherwise satisfy all the requirements of this
section. No individual shall be certified for
registration or recognition by the OED Director
until, to the satisfaction of the OED Director, the
individual demonstrates his or her possession of
good moral character and reputation.

(ii) The OED Director, in considering an
application for registration by an attorney, may
accept a State bar’s character determination as
meeting the requirements set forth in paragraph
(g) of thissectioniif, after review, the Officefinds
no substantial discrepancy between the
information provided with his or her application
for registration and the State bar application and
moral character determination, provided that
acceptanceisnot inconsistent with other rulesand
the requirements of 35 U.S.C. 2(b)(2)(D).

(h) Good moral character and reputation. Evidence
showing lack of good moral character and reputation may
include, but is not limited to, conviction of afelony or a
misdemeanor identified in paragraph (h)(1) of thissection,
drug or alcohol abuse; lack of candor; suspension or
disbarment on ethical grounds from a State bar; and
resignation from a State bar while under investigation.

(1) Conviction of felony or misdemeanor . An
individual who has been convicted of afelony or a
misdemeanor involving moral turpitude, breach of trut,
interference with the administration of justice, false
swearing, misrepresentation, fraud, deceit, bribery,
extortion, misappropriation, theft, or conspiracy to
commit any felony or misdemeanor, is presumed not
to be of good moral character and reputation in the
absence of apardon or a satisfactory showing of reform
and rehabilitation, and shall file with his or her
application for registration the fees required by §
1.21(a)(1)(ii) and (a)(10) of this subchapter. The OED
Director shall determinewhether individual s convicted
of said felony or misdemeanor provided satisfactory
proof of reform and rehabilitation.

(i) An individual who has been convicted of
afelony or amisdemeanor identified in paragraph
(h)(2) of thissection shall not be eligible to apply
for registration during the time of any sentence
(including confinement or commitment to
imprisonment), deferred adjudication, and period
of probation or parole asaresult of the conviction,
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and for a period of two years after the date of
completion of the sentence, deferred adjudication,
and period of probation or parole, whichever is
later.

(i) The following presumptions apply to the
determination of good moral character and
reputation of an individual convicted of said
felony or misdemeanor:

(A) The court record or docket entry
of conviction is conclusive evidence of
guilt in the absence of apardon or a
satisfactory showing of reform or
rehabilitation; and

(B) Anindividual convicted of a
felony or any misdemeanor identified in
paragraph (h)(1) of this section is
conclusively deemed not to have good
moral character and reputation, and shall
not be eligibleto apply for registration for
aperiod of two years after completion of
the sentence, deferred adjudication, and
period of probation or parole, whichever
islater.

(iii) Theindividual, upon applying for
registration, shall provide satisfactory evidence
that he or sheis of good moral character and
reputation.

(iv) Upon proof that aconviction has been set
aside or reversed, the individual shall be eligible
to file a compl ete application for registration and
the fee required by § 1.21(a)(2)(ii) of this
subchapter and, upon passing the registration
examination, have the OED Director determine,
in accordance with paragraph (h)(1) of this
section, whether, absent the conviction, the
individual possesses good moral character and
reputation.

(2) Good moral character and reputation involving
drug or alcohol abuse. Anindividual’s record is
reviewed as awholeto seeif thereisadrug or alcohol
abuseissue. Anindividua appearing to abuse drugs or
alcohol may be asked to undergo an evaluation, at the
individual's expense, by a qualified professional
approved by the OED Director. In instances where,
before an investigation commences, there is evidence
of apresent abuse or an individual has not established
arecord of recovery, the OED Director may request
the individual to withdraw his or her application, and
requiretheindividual to satisfactorily demonstrate that
he or sheis complying with treatment and undergoing
recovery.
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(3) Moral character and reputation involving lack
of candor. Anindividual’slack of candor in disclosing
facts bearing on or relevant to issues concerning good
moral character and reputation when completing the
application or any time thereafter may be found to be
cause to deny registration on moral character and
reputation grounds.

(4) Moral character and reputation involving
suspension, disbarment, or resignation from a
profession.

(i) Anindividual who has been disharred or
suspended from practice of law or other
profession, or hasresignedin lieu of adisciplinary
proceeding (excluded or disbarred on consent)
shall beineligible to apply for registration as
follows:

(A) Anindividual who has been
disbarred from practice of law or other
profession, or hasresignedin lieu of a
disciplinary proceeding (excluded or
disbarred on consent) shall be ineligible
to apply for registration for aperiod of five
years from the date of disbarment or
resignation.

(B) An individual who has been
suspended on ethica grounds from the
practice of law or other profession shall
beineligibleto apply for registration until
expiration of the period of suspension.

(C) An individual who was not only
disbarred, suspended or resigned in lieu
of adisciplinary proceeding, but also
convicted in a court of afelony, or of a
crimeinvolving moral turpitude or breach
of trust, shall beineligible to apply for
registration until the conditionsin
paragraphs (h)(1) and (h)(4) of thissection
arefully satisfied.

(if) An individual who has been disbarred or
suspended, or who resigned in lieu of a
disciplinary proceeding shall file an application
for registration and the fees required by 8§
1.21(a)(2)(ii) and (a)(10) of this subchapter;
provide afull and complete copy of the
proceedingsthat led to the disbarment, suspension,
or resignation; and provide satisfactory proof that
he or she possesses good moral character and
reputation. The following presumptions shall
govern the determination of good moral character
and reputation of an individual who has been
licensed to practicelaw or other profession in any
jurisdiction and has been disbarred, suspended on
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ethical grounds, or allowed to resignin lieu of
discipline, in that jurisdiction.

(A) A copy of the record resulting in

disbarment, suspension or resignation is

prima facie evidence of the matters
contained in therecord, and theimposition
of disharment or suspension, or the
acceptance of the resignation of the
individual shall be deemed conclusivethat
theindividual has committed professional
misconduct.

(B) Theindividual isineligible for
registration and is deemed not to have
good moral character and reputation
during the period of the imposed
discipline.

(iii) The only defenses available with regard
to an underlying disciplinary matter resulting in
disbarment, suspension on ethical grounds, or
resignation in lieu of adisciplinary proceeding
are set out below, and must be shown to the
satisfaction of the OED Director:

(A) The procedure in the disciplinary
court was so lacking in notice or
opportunity to be heard asto constitute a
deprivation of due process;

(B) There was such infirmity of proof
establishing the misconduct asto giverise
to the clear conviction that the Office
could not, consistently with its duty,
accept asfinal the conclusion on that
subject; or

(C) Thefinding of lack of good moral
character and reputation by the Office
would result in grave injustice.

(i) Factorsthat may be taken into consideration
when eval uating rehabilitation of an individual seeking
a moral character and reputation determination. The
factors enumerated below are guidelines to assist the
OED Director in determining whether an individual
has demonstrated rehabilitation from an act of
misconduct or moral turpitude. The factors include:

(1) The nature of the act of misconduct,
including whether it involved moral turpitude,
whether there were aggravating or mitigating
circumstances, and whether the activity was an
isolated event or part of a pattern;

(2) The age and education of theindividual at
the time of the misconduct and the age and
education of theindividua at the present time;
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(3) Thelength of timethat has passed between
the misconduct and the present, absent any
involvement in any further acts of moral turpitude,
the amount of time and the extent of rehabilitation
being dependent upon the nature and seriousness
of the act of misconduct under consideration;

(4) Restitution by theindividual to any person
who suffered monetary losses through acts or
omissions of the individual;

(5) Expungement of a conviction;

(6) Successful completion or early discharge
from probation or parole;

(7) Abstinence from the use of controlled
substances or alcohol for not less than two years
if the specific misconduct was attributable in part
to the use of a controlled substance or alcohol,
where abstinence may be demonstrated by, but is
not necessarily limited to, enrolling in and
complying with a self-help or professional
treatment program;

(8) If the specific misconduct was attributable
in part to a medically recognized mental disease,
disorder or illness, proof that theindividual sought
professional assistance, and complied with the
treatment program prescribed by the professional,
and submitted letters from the treating
psychiatrist/psychologist verifying that the
medically recognized mental disease, disorder or
illness will not impede the individual’s ability to
competently practice before the Office;

(9) Payment of the fineimposed in connection
with any criminal conviction;

(10) Correction of behavior responsiblein
some degree for the misconduct;

(11) Significant and conscientious
involvement in programs designed to provide
social benefits or to ameliorate social problems;
and

(12) Changein attitude from that which
existed at the time of the act of misconduct in
guestion as evidenced by any or al of the
following:

(i) Statements of the individual;

(ii) Statements from persons familiar
with theindividual’s previous misconduct
and with subsequent attitudes and
behaviora patterns;

(iii) Statements from probation or
parole officers or law enforcement
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officials asto the individual’s socia
adjustments; and

(iv) Statements from persons
competent to testify with regard to
neuropsychiatry or emotiona disturbances.

() Noticeto Show Cause. The OED Director shall
inquire into the good moral character and reputation of
anindividual seeking registration, providing theindividual
with the opportunity to create arecord on which adecision
ismade. If, following inquiry and consideration of the
record, the OED Director is of the opinion that the
individual seeking registration has not satisfactorily
established that he or she possesses good moral character
and reputation, the OED Director shall issueto the
individual a notice to show cause why the individual's
application for registration should not be denied.

(1) Theindividua shall be given no less than ten
days from the date of the notice to reply. The notice
shall be given by certified mail at the address appearing
onthe applicationif the addressisin the United States,
and by any other reasonable meansiif the addressis
outside the United States.

(2) Following receipt of the individual’s response,
or in the absence of aresponse, the OED Director shall
consider theindividual’s response, if any, and the
record, and determine whether, in the OED Director’s
opinion, theindividual has sustained his or her burden
of satisfactorily demonstrating that he or she possesses
good moral character and reputation.

(k) Reapplication for registration . Anindividual who
has been refused registration for lack of good moral
character or reputation may reapply for registration two
years after the date of the decision, unlessashorter period
is otherwise ordered by the USPTO Director. An
individual, who has been notified that he or she is under
investigation for good moral character and reputation may
elect to withdraw his or her application for registration,
and may reapply for registration two years after the date
of withdrawal. Upon reapplication for registration, the
individual shall pay the fees required by § 1.21(a)(1)(ii)
and (a)(10) of this subchapter, and has the burden of
showing to the satisfaction of the OED Director his or
her possession of good moral character and reputation as
prescribed in paragraph (b) of this section. Upon
reapplication for registration, the individual also shall
complete successfully the examination prescribed in
paragraph (b) of this section, even though the individual
has previously passed a registration examination.

[Added, 69 FR 35427, June 24, 2004, effective July 26, 2004]
§ 11.80ath and registration fee.
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(a) After an individual passes the examination, or the
examination is waived, the OED Director shall promptly
publish a solicitation for information concerning the
individual’s good moral character and reputation. The
solicitation shall include the individual’s name, and
business or communication postal address.

(b) Anindividual shall not beregistered asan attorney
under 8 11.6(a), registered as an agent under 8 11.6(b) or
(c), or granted limited recognition under § 11.9(b) unless
within two years of the mailing date of anotice of passing
registration examination or of waiver of the examination
the individual files with the OED Director a completed
Data Sheet, an oath or declaration prescribed by the
USPTO Director, and the registration fee set forth in §
1.21(a)(2) of this subchapter. An individual seeking
registration as an attorney under § 11.6(a) must provide
a certificate of good standing of the bar of the highest
court of a State that is no more than six months old.

(c) Anindividual who does not comply with the
requirements of paragraph (b) of this section within the
two-year period will berequired to retake the registration
examination.

(d) Annual practitioner maintenancefee. A registered
patent attorney or agent shall annually pay to the USPTO
Director apractitioner maintenance feein the amount set
forthin § 1.21(a)(7) of this subchapter. Individual s granted
limited recognition under paragraph (b) of § 11.9 shall
annually pay to the USPTO Director a practitioner
maintenance fee in the amount set forth in § 1.21(a)(8)
of this subchapter. Adequate notice shall be published
and sent to practitionersin advance of the due date for
payment of the annual practitioner maintenance fee.
Payment shall be for the fiscal year in which the annual
practitioner maintenance fee is assessed. Payment shall
be due by the last day of the payment period. Persons
newly registered or granted limited recognition shall not
be liable for the annual practitioner maintenance fee
during thefiscal year in which they arefirst registered or
granted limited recognition. Failure to comply with the
provisions of this paragraph (d) shall require the OED
Director to subject a practitioner to adelinquency fee
penalty set forthin § 11.11(b)(1), and further financial
penalties and administrative suspension as set forthin §
11.11(b)(2) and (b)(3).

[Added, 69 FR 35427, June 24, 2004, effective July 26, 2004;
para. (d) added, 73 FR 67750, Nov. 17, 2008, effective Dec. 17, 2008]

§ 11.9 imited recognition in patent matters.

(3 Any individua not registered under § 11.6 may,
upon a showing of circumstances which render it
necessary or justifiable, and that the individual is of good
moral character and reputation, be given limited
recognition by the OED Director to prosecute as attorney
or agent a specified patent application or specified patent
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applications. Limited recognition under this paragraph
shall not extend further than the application or applications
specified. Limited recognition shall not be granted while
individualswho have passed the examination or for whom
the examination has been waived are awaiting registration
to practice before the Office in patent matters.

(b) A nonimmigrant alienresiding in the United States
and fulfilling the provisions of §11.7(a) and (b) may be
granted limited recognition if the nonimmigrant alienis
authorized by the Bureau of Citizenship and Immigration
Servicesto be employed or trained in the United States
in the capacity of representing a patent applicant by
presenting or prosecuting a patent application. Limited
recognition shall be granted for a period consistent with
the terms of authorized employment or training. Limited
recognition shall not be granted or extended to a
non-United States citizen residing abroad. If granted,
limited recognition shall automatically expire upon the
nonimmigrant alien’s departure from the United States.

(c) Anindividual not registered under § 11.6 may, if
appointed by an applicant, prosecute an international
patent application only before the United States
International Searching Authority and the United States
International Preliminary Examining Authority, provided
that the individual has the right to practice before the
national office with which the international application
isfiled as provided in PCT Art. 49, Rule 90 and § 1.455
of this subchapter, or before the International Bureau
when the USPTO is acting as Receiving Office pursuant
to PCT Rules 83.1 bisand 90.1.

[Added, 69 FR 35427, June 24, 2004, effective July 26, 2004]

] Restrictionson practicein patent matters.
11.10

(a) Only practitionerswho areregistered under §11.6
or individuals given limited recognition under § 11.9(a)
or (b) are permitted to prosecute patent applications of
others before the Office; or represent othersin any
proceedings before the Office.

(b) Post employment agreement of former Office
employee. No individual who has served in the patent
examining corps or elsewhere in the Office may practice
before the Office after termination of his or her service,
unless he or she signs awritten undertaking agreeing:

(1) To not knowingly act as agent or attorney for,
or otherwise represent, or assist in any manner the
representation of, any other person:

(i) Before the Office,

(i1) In connection with any particular patent
or patent application,
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(iii) In which said employee participated
personally and substantially as an employee of
the Office; and

(2) To not knowingly act within two years after
terminating employment by the Office as agent or
attorney for, or otherwise represent, or assist in any
manner the representation of any other person:

issue. A finding of substantiality should be based
not only on the effort devoted to a patent or patent
application, but also on the importance of the
effort. While a series of peripheral involvements
may be insubstantial, the single act of approving
or participation in acritical step may be
substantial. It is essential that the participation be

(i) Before the Office,

(ii) In connection with any particular patent
or patent application,

(i) If such patent or patent application was
pending under the employee’s official
responsibility as an officer or employee within a
period of oneyear prior to thetermination of such
responsibility.

(3) Thewords and phrasesin paragraphs (b)(1) and

(b)(2) of this section are construed as follows:

(i) Represent and representation mean acting
as patent attorney or patent agent or other
representativein any appearance before the Office,
or communicating with an employee of the Office
with intent to influence.

(ii) Assist in any manner means aid or help
another person on a particular patent or patent
application involving representation.

(iii) Particular patent or patent application
means any patent or patent application, including,
but not limited to, a provisional, substitute,
international, continuation, divisiona,
continuation-in-part, or reissue patent application,
aswell as any protest, reexamination, petition,
appeal, or interference based on the patent or
patent application.

(iv) Participate personally and substantially .
(A) Basic requirements. The restrictions of §
11.10(a)(1) apply only to those patents and patent
applications in which aformer Office employee
had “personal and substantial participation,”
exercised “through decision, approval,
disapproval, recommendation, the rendering of
advice, investigation or otherwise.” To participate
personally means directly, and includes the
participation of a subordinate when actually
directed by the former Office employeein the
patent or patent application. Substantially means
that the employee's involvement must be of
significance to the matter, or form abasisfor a
reasonable appearance of such significance. It
requires more than official responsihility,
knowledge, perfunctory involvement, or
involvement on an administrative or peripheral
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related to a“ particular patent or patent
application.” ( See paragraph (b)(3)(iii) of this
section.)

(B) Participation on ancillary matters.
An Office employee’s participation on
subjects not directly involving the
substantive merits of a patent or patent
application may not be* substantial,” even
if it istime-consuming. An employee
whose official responsibility isthereview
of apatent or patent application solely for
compliance with administrative control or
budgetary considerations and who reviews
aparticular patent or patent application
for such a purpose should not be regarded
as having participated substantially in the
patent or patent application, except when
such considerations also are the subj ect of
the employee’s proposed representation.

(C) Role of official responsibility in
determining substantial participation.
Official responsibility is defined in
paragraph (b)(3)(v) of this section.
“Personal and substantial participation” is
different from “ official responsibility.”
One's responsibility may, however, play
arolein determining the “ substantiality”
of an Office employee's participation.

(v) Official responsibility means the direct
administrative or operating authority, whether
intermediate or final, and either exercisable alone
or with others, and either personally or through
subordinates, to approve, disapprove, or otherwise
direct Government actions.

(A) Determining official
responsibility. Ordinarily, those areas
assigned by statute, regulation, Executive
Order, job description, or delegation of
authority determine the scope of an
employee’s “officia responsibility”. All
particular matters under consideration in
the Office are under the “officia
responsibility” of the Director of the
Office, and each is under that of any
intermediate supervisor having
responsibility for an employee who
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actually participatesin the patent or patent
application within the scope of hisor her
duties. A patent examiner would have
“official responsibility” for the patent
applications assigned to him or her.

(B) Ancillary matters and official
responsibility. Administrative authority
as used in paragraph (v) of this section
means authority for planning, organizing
and controlling a patent or patent
application rather than authority to review
or make decisions on ancillary aspects of
apatent or patent application such asthe
regularity of budgeting procedures, public
or community relations aspects, or equal
employment opportunity considerations.
Responsibility for such an ancillary
consideration does not constitute official
responsibility for the particular patent or
patent application, except when such a
consideration is also the subject of the
employee's proposed representation.

(C) Duty to inquire. In order for a
former employee, e.g., former patent
examiner, to be barred from representing
or assisting in representing another asto
aparticular patent or patent application,
he or she need not have known, while
employed by the Office, that the patent or
patent application was pending under his
or her official responsibility. The former
employee has areasonable duty of inquiry
to learn whether the patent or patent
application had been under his or her
official responsibility. Ordinarily, aformer
employee who is asked to represent
another on a patent or patent application
will become aware of facts sufficient to
suggest the relationship of the prior matter
to his or her former office, eqg.,
technology center, group or art unit. If so,
he or sheis under aduty to make further
inquiry. It would be prudent for an
employee to maintain arecord of only
patent application numbers of the
applications actually acted upon by
decision or recommendation, aswell as
those applications under the employee’s
official responsibility which he or she has
not acted upon.

(D) Sdf-disgudification. A former
employee, e.g., former patent examiner,
cannot avoid the restrictions of thissection
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through self-disqualification with respect
to apatent or patent application for which
he or she otherwise had official
responsibility. However, an employeewho
through self-disqualification does not
participate personally and substantially in
aparticular patent or patent applicationis
not subject to the lifetime restriction of
paragraph (b)(1) of this section.

(vi) Pending meansthat the matter wasin fact
referred to or under consideration by persons
within the employee's area o