INDEX

A4 size paper — Access

Sec. No.
A
A4 size paper (See also: Paper size).....608.01, 608.02,
1825, 1826
A.l. series of patents (See also: Patent)............ 901.04
Abandoned application (See also: Abandonment)
Accessibility to public........cocooi. 103, 711.04
Counting, when processed
Definition......ccoceeviiiicecee e

Sec. No.
Invention abandoned.......... 706.02(d), 2134, 2138.03
NO FePIY. e 711,711.02
Notification of.......cccccvvvvvvieiiiiennnnns 711.02,711.04(c)
Of @pPeal...ccccveiiiciic e 1210
Of invention.............cccoo....... 706.02(d), 2134, 2138.03
Papers received after..........ccccovviiieeiiieinnn, 508.02
Petition to revive.....711.03(c), 711.04(c), 1002.02(c),

1002.02(qg), 1002.02(r)

Failureto provide timely notice of foreign filing when

nonpublication requested............ccocoeiieiiiinnenn. 1124
Fee on petition to revive........ccccevveeeiineenn. 711.03(c)
Issue fee, failure to pay......ccccceevevieeiineenn. 711.03(c)
Matter reproduced in substitute...................... 201.09
Ordering...ccccocvveeeieciiiee e 711.04(b), 905.03
Papers received, handling.......cccccoocceeviniinnnnen. 508.02
Provisional application................... 201.04(b), 201.11
Reference USe.......cccccccveeeeeiieeeiieinn, 901.02, 2127
Referred to in issued patent.........ccccevveeeinieenns 103
Retention fee.......ccoovvieiiiii e 601.01(a)
Revival......cccooiiiiice 711.03(c), 1893.02

Provisional application..........ccccccevveeennne 711.03(c)
1 0] - To 1= TR 711.04(b)
When open to the public.......cccoiviieiiiiiie, 103

Abandoned file (See also: Abandoned
applicationAbandonment)

Abandoned files repository..608.02(c), 707.13,
711.04(a), 711.04(b), 905.03

Abandonment (See also: Abandoned

F=To] o] [T oF= 1410 ] o} PO PP 711
After allowancCe........ccooeeeviiiiiiiee e, 711.05
After payment of issue fee.........occoveeeiiinnenn. 711.01
Amendment late...........cccceeeeeiiieeennnnn, 711.02, 714.17
Appeal dismissal......cccccccooviiiiiieiiiiiiieee e 1215.04
Appeal withdrawal.............c.cc....... 1215.01 to 1215.03
Assignee must CONSeNt......ccccceevviiiiieeeeeciiiieeeee 711
Change of address........cccccevvvveeeeeiiiineneeen, 711.03(c)
Counted as a disposal......ccccueveiiiiiiieiieniiieeen. 1705
Date Of..eeeiiieiiiiiiee e

Destroys continuity
EXPreSS. .o
Continued prosecution application

(CPA) . 201.06(d)

Issue fee not paid.......ccccceevveeeeeiiiiineneennn, 711.03(c)

Issue fee paid........ccccceevviiiieeeinnnnn. 711.01,711.05
Failure to file property rights statement.............. 150
Failure to pay issue fee......ccccceeevvivieeeeeninns 711.03(c)
Failure to prosecute.......cccooviieiieiiiiiiieeeeeeene 711.02
Failure to provide timely notice of foreign filing after
non-publication request...........ccoccceeviiiiiiiieennee. 1124
FOrmal.......ccoocieiiiiiei e 711,711.01
FOrwarding.......oooveeeeiiniiieieeeeee e 711.04(a)
Incomplete reply......ccocveiieeiiiiciiec e 711.03(a)

Petition to withdraw holding of examiner’s

statement.......cccoeeeveveeiecieereen, 711.03(c), 711.03(d)
Prior application.........c.ccccevviiiiiiiiiec e, 201.06(c)
Provisional application................... 201.04(b), 201.11
PUiNG e 711.04(a)
Reconsideration.........cccceeeeeeeeeriinnn. 711.03,711.03(c)

Failure to respond..........ccccevveenee.
Insufficiency of response
Reissue

711.03(b)
711.03(a)

Return of surrendered patent..........c.cccecueenne 1416
Revival....ooooooeeiiieee e, 711.03,711.03(c)
Shortened statutory period expired.....710.02(d),
711.04(a)

Special SituationS........cccocvveeviiieiiiieeiiees 711.02(b)
Termination of proceedings........... 201.11, 711.02(c)
Unavoidable (See also: Petition).....711.03(c),
711.04(c)
Undelivered action.........cccoeceeeiiieiniieenniieenne, 707.13
Unintentional (See also: Petition).....711.03(c),
711.04(c), 1124
Withdrawal of holding................ 711.03(c), 711.04(c)
Abbreviation, periodical citation................... 707.05(e)
Abbreviature and abstract publication.............. 711.06
CItatioN...ceeeeee e
Abstract for defensive publication....................
Abstract of international application
Abstract of the disclosure.....608.01(b), 1302.01
1302.04
Abstract publication............ccoceveiieiiiiiinec e, 711.06
Accelerated examination...........ccccoeecieeeeeiiinnnnn. 708.02
Access (See also: InspectionPower of attorney)
Attorney not of record.........ccoeeveeiiiiiineeennnns 402, 405
Authorized by Director
Continued Prosecution Application (CPA).......... 103
Ex parte reexamination file...........c.cccoeviieeenins 2232
Excluded attorney or agent.........cccccceeeeeiiiiieeenn. 105
Inter partesreexamination file............. 2609, 2632.01
International application..........ccoccvveveeiiiiiineeeieis 110
Pending application.....101, 103, 104, 106, 724.04,
724.04(a), 1128, 1132
Petition.....ceeiiie i 103
Protested application...................... 1901.05, 1901.07
Provisional application..........ccocceeeiiiiinneenn. 103,104
Published application........cccccccvvveiinnenne 1128, 1130
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Accounts, Deposit — Affidavit, swearing back of reference (37 CFR 1.131)

Sec. No.
Reissue application.........cccooveeiiiiiiienennn. 724.04(b)
Suspended attorney or agent..........cccceeveeeeiiineenne 105
Accounts, Deposit (See also: Deposit account)
Acknowledgment of protest........ccccevceveninrennns 1901.05
Act (See also: Statutes)
Action (See also: Letter, Examiner’s)
Advisory action........cccceveeeevieeennee. 706.07(f), 714.13
After another examiner’s action...................... 706.04
After Board decision.....1214.01, 1214.03 to 1214.07
After Board decision reversing examiner.....1214.04
After Board decision sustaining examiner....1214.06
After interferencCe.. ..o, 2308
Amendment after final rejection.....706.07(f), 714.12,
714.13
Citation of references.......ccc.cccevverenne. 707.05, 710.06
Claim SUMMAIY......ccoeiiiieeiiiieeiie e 707.07(i)
Claims in excess of number of claims previously
PAIA FOT it 714.10

Closing prosecution in inter partes reexamination
(See also: Reexamination, Inter partes: Action

closing prosecution)
Completeness......ccoccveveeeiviiiineeeens 707.07,707.07(a)
Copy to applicant.......cccccveeeiiiiiieeiec e 707.12
Copies of references........cccocoveeiiiiiinnnne 707.05(a)
Correctness, Period for reply.......cccoccevnieenns 710.06
COUNLEA. .ttt 1705
Crosses amendment.......ccoocveeeeeeiiiiieneeeenins 714.05
DAt i 707.11
EXAMINEI'S .ot 707
File wrapper endorsement.................. 707.10, 719.01
File wrapper entry......cccccovveeiiieeenneee e 707.10
Final rejection................. 706.07 to 706.07(f), 713.09

In reissue applications........ccccceeeiiiiieeeenine 1443

Foreign priority determination........ 201.13to 201.16
Formalmatter..707.07(a), 707.07(e), 707.07(j). 714.02
FOrms USEd......uvvieieiiiiiiiiieee e 707
Incorrect citation of references

Informal application..........cccccveiieiiiiiiieec e,
MaIHTING ... )
Original in file wrapper.........cccccceevnen. 707.10, 707.12
Patentability report.........ccccovcvveneeninns 705, 705.01(c)
Piecemeal examination.............. 707.07(a), 707.07(q)
Primary examiner’'s personal attention.....707.01,
1004

Priority determination, foreign........ 201.13t0 201.16
Reissue application file........cccccceiniiiieiiiiniieen.

Reply time computation
Restriction requirement
RetUINEd......c.ciieeeeeee e,

REVIEW....coiiiiiieeeeee e
Shortened statutory period............ 710.02, 710.02(b)
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Sec. No.
SPE’s personal attention...........cccccoocveeeeennne 707.02
Supplemental........ccccevviiiiiieiiies 710.06, 714.05
Suspension (See also: SUSPension).....cceeeeneeee.. 709
Suspension, primary examiner’s attention....... 1004
Suspension, TC Director’s attention.................. 1003
Third, SPE reviews
Time limite..cooeee e,
Address, Change of correspondence.....601.03,
711.03(c)
After AlIOWANCE.......ccoeeeiiiiiiiiiieiee e, 2501

Address, Correspondence (See also: Mail Stop)...403,
2540, 2542

AdAress, FEE....iiiiiiiiieee e 2540
Address of applicant.........cccocccevieeiiiiiiniiecn, 605.03
Address of U.S. Patent and Trademark Office.....501,
502

Address of patent OWner.........coccoeeeeennns 2222, 2622
Address of unavailable inventor.................... 409.03(e)
Administration, Letters of.....409.01(b), 409.01(c),
409.01(e)

Administration of oath..........c.ccccccci s 604
Administrative instructions, PCT.........cooovvvvvviineennnn. Al

Administrative Patent Judges (See also: Board of
Patent  Appeals and Interferences (BPAI)

Administrator or executor........cccceeveiieeeeeriiinennn. 409.01
Allowance and iSSU€.........ccccceeeeeennneee. 09.01(f
Application by, After discharge 409.01(c)
Assigned application, Inventor dies........... 409.01(e)
AULNOTIEY oo 409.01(b)
Consular certificate........cocevveeeiiieeinieenns 409.01(d)
Foreign country........cooccoeeeiiiiiiieec e 409.01(d)
[ (= SR 409.01, 409.01(a), 409.01(d)

Prosecution by......ccccoeiiiiiiiiiiciciiene, 409.01(a)
Intervention not required..........c.ccoecvveeneenne 409.01(f
Refuses to SigN.....ccocvvvieeiiiecer e 409.03(c)
Specification form........cccccceiiiiiiii i 605.05

Admissions by applicant....706.02(c), 2129, 2133.03(c)
Jepson ClaiM. ... 2129

Admissions in reexamination

EX Part....coooveiiiiiii e 2217,2258
INter PArteS....occiiiiiieiee e 2617

Advantages over prior art........cccceeeeeivivveeeeenn, 707.07(f

Adverse recommendation under 37 CFR

1312 714.16(d), 714.16(e), 714.19

Advisory action........cccceeeeeviiieneeeninns 706.07(f), 714.13

Affidavit (See also: OathDeclaration)

Affidavit, disqualifying commonly owned patent or

patent application publication as prior art............. 718

Affidavit, swearing back of reference (37 CFR

1.131).....706.02(1)(3), 715, 2133.01, 2133.02, 2133.03(c)
Acts relied upon, NAFTA/WTO/U.S......706.02(c),
715.07(c)



INDEX

Affidavits, traversing rejections (37 CFR 1.132) — AIDS/HIV, petition to make special

Sec. No.

Best mode, failure to disclose............ccuuuvveeeee. 715.10
Co-authorship.....coocoeeiiiii 715.01(c)
Common assignee, reference and
application.......ccocceeeeiiiene e 715.01(b), 718
Compared to Rule 1.132 affidavit.................... 715.01
Completion of invention................... 715,2133.03(c)
Conception (See also: Conception)
Continuing application............... 201.06(c), 201.06(d)
Copies from prior applications................... 201.06(c)
Dedication to publiC.....c.cccoccvviiiiiiiiiiieeee 715
Derivation........cccoveiieeniiesc e 715.07(c)
Diligence (See also: Diligence)
Effective filing date..........ccocovevieeiiiiiiiee e, 715
Exhibit, DiSpOSItion.......ccccoveveiiieeiiiieeee, 715.07(d)
Formal requirements........coccceeieiiiiiiiee e, 715.04

Facts and documentary evidence............... 715.07

Timely presented.......cccccovveeviiieiiiieeniieeene 715.09
GENUS-SPECIES..cceieiieeee et 715.03
Generic ClaiM.....ccocciieiiiiiee e 715.02
Interference testimony used.........cccccceenneee. 715.07(b)
Overcome patent or publication.................cc.c.... 715
Petition regarding sufficiency................... 1002.02(c)
Prior public use/sale.........cccccveveeiiiiiineeeiiennn, 715.10
Priority time chartS.......ccccooiiiiiinieee 2138.01
Proper use Of.....coooiiiiiiiiei e 715

Reduction to practice (See also: Reduction to
practice)

Reexamination,, ex parte........

Reexamination, inter partes

Reference date to be overcome.........cccceevveennne 715

Reference is
Common assSignee........cccceeevvveeennn. 715.01(b), 718
Joint patent or published application to applicant
and another.........ccococeiiiiiiii e 715.01(a)
Patent or application publication claiming same
INVENTION.....ceiiiiie e, 715.05, 2138.01
Publication of applicant’s own
INVENTION......ccoeii e

Sufficiency of

When used........ 706.02(b), 706.02(1)(3), 715, 2132.01

Who may make affidavit.....706.02(b), 706.02(1)(3).

715.04

Withdrawn rejection.......ccccccveveeiiiiiiiiee i, 715

Affidavits, traversing rejections (37 CFR 1.132)

Attorney argumentsS.........cccceeeeevncnieeeeennnnnes
Inoperability of references................ 716.07, 2145
Reference attributed to applicant...............

Attribution, of reference to applicant..............

Commercial success, evidence.................
Commensurate in scope with claimed
INVENTION.......oeiii e 716.03(a)
Derived from claimed invention............. 716.03(b)

Sec. No.
Design applications.................. 716.03(b), 1504.03
Sales figureS....ccooveiiiei 716.03(b)
Commonly owned patent.........ccccceeeviiiieeeeiininenn. 718
Commonly owned patent application
PUDIICAtiON. ... 718
Comparison with closest prior art.............. 716.02(e)
Computer programming Cases................ 2164.06(c)
Continuing application............... 201.06(c), 201.06(d)
Copying, evidence........cccccocvveveeennnns 716.06, 1504.03
Disclosure, suffiCiency........ccccoeveeeiiieenineenne, 716.09
Disclosure, utility and operability.................. 716.08
Evidence
Consideration Of.......cccccviiiiiiiiiiicseen 716.01
Publications........ccccocoiiiiiiiee 716.02(q)
ODbJECHIVe ... 716.01(a)
Compared to opinion evidence......... 716.01(c)
Probative value..........cccccooiiininnen. 716.01(c)
Weighing against prima facie
(o 1] =T TSNS 716.01(d), 716.05
SECONAANY . .eeiiviiiiieeeiee e 716.01(b)
TIMElNESS...ciiiiiiiiee e 716.01
Long-felt need........ccccovveeiiiiiiniee 716.04
Petition regarding sufficiency.................. 1002.02(c)
Reexamination, ex parte..........ccccceveiieeeenininnen. 2258
Reexamination, inter partes.......c.ccccccveveeevnnnnen. 2658
Reference attributed to applicant................... 716.10
Sufficiency Of ... 716.09
SYNEIGiSM .ottt 716.02(a)
Skepticism of experts......cccccevivveieiiiiienieeninns 716.05
TIMEINESS..eiiiiiiieiie e 716.01
Unexpected results, allegations...................... 716.02
Unexpected results, evidence.................... 716.02(a)
Advantages not disclosed or inherent....716.02(f
Burden on applicant.........cccocoveriiieinnenn, 716.02(b)
Commensurate in scope with claimed
INVENTION ..ot 716.02(d)
GENUS OF SPECIES....uvviiieeiiiiieee e 716.02(d)
Range, claimed..........c.cccooiiiiniiiiinienns 716.02(d)
Weighing evidence of.........c.cccoceieeenn, 716.02(c)

Affidavits submitted with prior art under 35 U.S.C. 301
in patented fileS......ccoocoiii

Affirmation (See also:
After final practice.........cccvvveeiiiinnnnn.

In transitional application

In ex parte reexamination..........ccocceeeviveeinneeenne 2272
Agent (See also: Attorney or agentPower of attorney)
Agent for international application........ 1807, 1864.04
AQQOregation.......cccoeeveeiiieee e 2173.05(k)
Agriculture, Department of, Plant patents...1608, 1609
Agricultural Research Service.................... 1608, 1609
AIDS/HIV, petition to make special..........cc.cc...... 708.02
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Algorithms — Allowance and issue

. Sec. No.
Algorithms................ 706.03(a), 2106, 2164.06(c), 2181
Alien Property Custodian (A.P.C.) publications (See
also: Citation of prior art)....ccccceeeeeeeeeeniineenn. 901.06(c)
Allowance and issue (See also: Allowed
application)...........ccuuee...

Abandonment after
All claims allowed, shortened statutory

[07=1 410 Yo PR 710.02(b)
Amendment, EXaminer's.......cccooevevieieeeeinnnnns 1302.04
Amendment, Examiner’s, Rule 1.312................. 1305

Amendment after (See also: Amendment: After
allowance)

Amendment after allowance of all claims.....714.14,
1303.01

Amendment after D-10 NOtiCe.....cceevveeeiiriieiirinnnnnn, 130
Amendment at time of...........ccceiiiiiiicnn 714.15
Amendment crossing in mail.............ccocceee. 714.15
Assigned application........ccccoviiniiieniiecnnecee, 307
Assignment Division........ccccooveee. 409.01(b), 1302.11

Cancellation of claims after appeal.....1214.05,
1214.06, 1215.03

Cancellation of nonelected claim by examiner’s

amendment.........coeevvviiieeneeeeeeeen 821.01, 821.02
Cancellation of nonstatutory claim.......... 1302.04(b)
Citation of prior art..........ccceeeueee ...1302.12
Claim for Official Gazette........cccccceevvvveenennn. 1302.09

Claim renumbering.....608.01(j), 1302.01, 1302.04(qg)

Claim renumbering, dependent claim.....608.01(n),
1302.01

Classification........ccoeevvvvevvvvvieeeennnn. 903.07, 903.07(b)
Classification change after allowance............ 903.07
Classification in another Technology
CNLET e 903.07(b)
Copending application
File wrapper/history notations.....202.02, 1302.09
Parent application data...........ccccoevveeeeenn. 1302.04
Correction of error after allowance................. 714.16
Cross-referenCe......cceeevieevice e 903.07(a)
D-10 NOtICE..ciiiiiei et 130

Deceased inventor, notice of allowance....... 1303.03
Drawing correction......... 608.02(z), 1302.04, 1303.01
Drawing in patented file.................. 608.02(i), 905.03
Erasure of markings.......cccocoeevivieiiieeinienenne 1302.01

Examiner’'s amendment (See also: Examiner’s
amendment)

File wrapper notation..........ccccceeeiviiiieeeennnine 1302.09
Final reVieW. ..o 1302
Formal matters........cccccoevvvveeeeenininenn. 714.16, 1302.01
Formal matters, examiner's amendment and

changes........ocoiiii 714.16,1302.04
Formal matters, specification rewritten 1302.02

General FeVIEW.....ccvvvveeeeieieiieeeeeeeeeeee e 1302.01
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Sec. No.
INterference........ccocciviiiiiiiiiiceeeeeee e 2303.01
Interference search................... 1302.08, 2304.01(a)
International classification..........ccccceveeviinnee.. 903.09
Intervention by executor..........ccccvveeeiinennne 409.01(f
Issue classification notations.............cccuuee. 1302.10
Issue in another TC without transfer.......... 903.07(b)
Jurisdiction of application...........cccceoveeinnnennn. 1305
Listing of references.........ccccoceiiiiiiinis 1302.12
Locarno classification designations.......... 903.09(a)

Non-compliant amendment, treatment of.....714,
1302.04

Nonelected claims canceled by examiner’s
amendment......ccooeeeeeveeieiieee e, 821.01, 821.02
Nonelected claims eligible for rejoinder.....821 to
821.02

Notice of Allowability..........ccceviiiiiieeiniienns 1302.03
Notice of allowance (See also: Form letters and

forms: Notice of allowance)
Ordering allowed application.........c.ccccccueee.. 1306.03

Patentability report, print disposal.....608.02(n),
705.01(d)

Plant application..........ccccceeiiiiiieieee e, 1611
Printer waiting........ccocvevivee e 1309.02
Pro S€...iiiiiiiiiiii 707.07())
Protest against iSSUE.........coocviieeeiiiiieiee e, 1901

Reasons for allowance (See also: Reasons for
allowance)

RECOrd ro0OM.......coiviiiiiiiee e 905.03
Reference listing.......ccooeeeeiiiiiiiiieeeees 1302.12
Reissue application.........ccccooeviieeeiiiiienee e, 1455
Rejection after allowance.....706.04, 706.05, 1308.01
Rejoinder of claims.........ccceu...... 821.04, 1302.04(h)
Related applications, file wrapper/history

[010) =1 {101 g F- RN 202.02, 1302.09

Reopening prosecution
Review by examiner..........ccooovciiiiiiiiinnenns
Review by primary examiner..........cccccoevvennnee.
Rewritten specification requirement
Secret application.......ccccocceiiiiiiiiiennen,

Signing file wrapper........ccccoeveiiiiniee e,
Special...cccooveeeiiiiiieeee, 708.01, 710.02(b), 1301
Specification, clean copy required............... 1302.02
Statement of invention............cccocovevieeiineen,
Supplemental oath after .
Terminology correspondence of specification and

ClaiMS .o, ....1302.01
Title of invention............ccooeviiiiiiiiieeeeeeeee, 1302.01
Title change by examiner..........ccccccoevvivinenn. 606.01
Title search, continuing application.................... 306
TranSTer . 903.08
Undelivered notice of allowance................... 1303.02



INDEX

Allowance, Reasons for — Amendment

Sec. No.
Withdrawal from issue (See also: Withdrawal from
issue)
Withholding from issue, secrecy order
application. ... 130, 1304.01

Allowance, Reasons for (See also: Reasons for
allowance)

Allowed application (See also: Allowance and issue)

DefiNitioN. ... 203.04
Express abandonment of
File wrapper data.........ccccoviieeriiiiiiieeeiieeee
Ordering...ccuueeeee e
REJECTION ..o
Suggesting claim for interference...........cc........ 1003
Allowed claim, rejection.........cccceeeeeeniiieneeeniines 706.04
By Board of Patent Appeals and
INterferenCes......ccovvvve i 1213.02
Alpha subClass......cccccceviiiiiiii e, 903.07
Alteration of application........cccoocveeiiiiien e, 506

After execution prohibited.... 605.04(a), 608.01

Before execution of oath or declaration....601.01(a).
602, 714.21

Alternative phrase in claim (See also: Indefinite

[ 11 2173.05(h)
Amended application........ccccccvevieieiieeiiiieee, 203.03
Amended application, inspection for
ErANSTEN i 903.08(c)
Amendment (See also: Reply)..ccccceeriiiiiieniiiiiieenn. 714
Accidental entry.......cccocoeevcieniiee e,
Adding excess claims.......ccccccccoevvviieeceecinnennn.
After abandonment......................

After all claims allowed
After

Approval.......ccocceeeeiiiieiiiiie,
Canceling claim.....c.cccccoiiiiiiiiiece,
Entry in part......ccccoovvvieeeiiiieec e 714.16(e)
Examiner’s action......714.16, 714.16(d), 714.16(¢e)
Excess claimS......cccooeviiiiiiiiiiiiieneee 714.16(c)
Formal matters........cccocoeeiineenne 714.16,714.16(d)
Handling......coooieiiiii e, 714.16(d)
Mailed before allowance...........c.ccoeevveenenn. 714.15
Motion under Rule 41.208(c)(2) (formerly under
RUlE 1.633(C)(2))-+veeevreeerireeeiireesiieesiireens 714.16(b)
Patentability pointed out.........ccccoviviieeennnn. 714.16
Reason for adverse action......... 714.16, 714.16(d)
Renumbering claims........ccccceeeviiiieneen. 714.16(e)
Secrecy order application................. 130, 1304.01
After examiner's anSWer........cccoocvveeeeeeiciieeneennns 1210
After appeal, before examiner’s answer.....714, 1206

After Board decision....1002.02(d), 1214.01, 1214.06,
1214.07

After death of attorney or agent..........ccccoevveenen. 406
After final rejection............. 706.07(f), 714.12, 714.13

Sec. No.
Examiner determines compliance with.....1.121,
714.18
Non-compliant amendment, treatment of....... 714
After final rejection, entered in part................ 714.20
Applicants must Sign.......ccccceeeviiieneeniineen.
At allowancCe...........cccooe e

Attorney not of record
Basis in disclosure..608, 706.03(c), 2163.03, 2163.07

Before first action...........cccuee..... 608.04(b), 714.01(e)
Board rejection avoided..........cccccoeviieeininenns 1214.01
By replacement paragraph or section 714
By substitute specification..........ccccccvveeeiiiinnnnnn. 714
Canceled matter restored.................... 608.01(s), 714
Canceling all claims........... 706.07(h), 711.01, 714.19
Canceling appealed claims......... 1215.01 to 1215.03

Claim added, terminology basis..608.01(0), 2163.03,
2163.07

Claim numbering......... 608.01(j), 1302.01, 1302.04(q)
Claims
Added in excess of number of claims previously
paid for.....c.ccevvevieiieeeeene, 607, 714.10, 714.16(c)
Clean version.........cccccoccueeeennn. 714,714.13,714.16
Marked-Up VErsioN.......cccccooviiieieeeiiciiieeee e 714
Status ldentifiers......cccceeiiiiniineecieee 714
Complete reply required.................... 714.02,714.04
Consolidating pending claims.....714, 714.13, 714.16
COPIEr COPIBS...oiiiiiie et 714.07

Copying patent claim (See also: Claim presented

corresponding to claim of patent)
Crossing mailing of allowance............ccccoee... 714.15
D-10 notice preceding.......ccccvveeeeeeiiiieeeeesiciieeeenn, 130
Date of receipt......cccccvevcvernnnns 505, 710.01(a), 714.18
Date stamp
Office date........ccccervenennnn. 505, 710.01(a), 714.18
TC receipt date.......cceeeeeeiiiiiiiieeeiieeeeeee 714.18
Declaration......ccoooeieieeiiiiiiiee e 602.01
Defective, directions for entry.........ccccceeeene 714.20
Discharged attorney or agent...........ccccceeeennnee 714.19
Disapproval of preliminary amendment.....714.01(e),
1002.02(d)
Disapproval of second or subsequent
FEPIY ettt 714.03(a)
DiSCOUItEOUS.....uiievveeeieve e 714.19,714.25
Drawing.......... 608.02(p). 608.02(q). 1302.05, 1303.01
In reissue application.........ccccceeviiiieiee e, 1413
Drawing, diSpOSitioN.......cccceeiiiiiiiiiiieenns 608.02(x)
Drawing, new matter 608.04, 714.19
Duplicate......cccceeiiiiiieee e 719.01(a)
Easily erasable paper forbidden......... 714.07,714.19
Entered in part.......ccccveeiiiieiiec e 714.20
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Amendment — Amendment

Sec. No. Sec. No.
Entered in part, after allowance, 37 CFR New matter..........ccouvueeeeen. 608.04, 706.03(0), 2163.06
L1302 e 714.16(e) Non-compliant amendment, treatment of.....714,
ENtry .o 714.18, 719.01(a) 1302.04
Entry denied..........cocovieennnn. 714.17,714.19, 714.21 Nonentry (See also: Amendment: Entry
ApPEal CaSE.....ovoveeeeeeeeeereeee 1206, 1214.07 [o L= VL= | ST 714.19
Drawing COrreCtion.......cocoevvvveveueeerinnns 608.02(x) Not entered..........ccoevninicninnnnn. 714.19,714.21
Drawing New Matter.........cccccevvevverevernnnnns 608.04 Not fully responsive.....714.02 to 714.04, 2266.01.
LEST. oo 714.19 2666.30.2671
Paper NUMDE.......ooooeeeeeeeseeeeeeeeeeen 714.21 Not fully responsive, time to perfect
Period for reply expired........ccccccoevvenennnenne 714.17 reply......:.... """"" 710.02(c), 714.03, 2266.01, 2666.30
Preliminary amendment................... 714.01(e Oth, erglnal ................................................. 602.01
Objectionable remarks...............ccuueee. 714.19,714.25
Second (or subsequent) supplemental )
FEPIY oo eeee e 714.03(a) Of ClaIMS .o 714
Substitute specification unnecessary.....714.19, Of specification.......ccccevviiiiiiee e 714
714.20 Office date stamp.......cccccuene.. 505, 710.01(a), 714.18
Unduly interferes with preparation of Office Paper nUMber.........cccooiiiiiiii e 714.18
ACHION...iiiiic e 714.03(a) Patentability pointed out..................... 714.02,714.04
Entry dir€CtionS.....coocueiiiiiiieiie e Period for reply ends Sunday or holiday.....505, 513,
DEfeCtiVE....ocviecvieciecece e 710.01(a), 710.05
ENtry in@dvertent...........cc.oceveeeveceeveceereneennnns Permanent ink required....................... 714.07,714.19
Entry in ex parte reexamination...................... Petition Non-entry........cccccovveeiieeinieeenne 1002.02(c)
Entry in inter partes reexamination Plant application..........ccccceeiiiiiieieee e, 1610
Examiner’'s (See also: Examiner’s amendment) Post Office address, Applicant.............cccoeene 605.03
Excess claims added.........oovvviii.. 714.10, 714.16(c) Preliminary......ccccooecevnee e, 506, 714.01(e)
FACSIMIIE....vvieceeeeeeiee e 502.01 Canceling all claims.................... 601.01(e), 711.01
Fees, additional...........ccccccooevevrureeereereennn. 710.02(c) Denial of entry
File wrapper endorsement................. 714.18,719.01 Excess claims
Filed with application.........c.cccceveeevererennnnen. 601.01(a) Filed with application..............c....cc..... 714.01(e)
Formal matters, compliance with.................... 714.02 Manner of making.........c.cccoooinininn. 714.01(e)
Fully reSpONSIVe......cccoveveeeeeeeeeeee e New matter added......601.01(a), 608.04(h), 702.01
[ L= To 11 o o SR 502 Non-compliant amendment, treatment of......714
Immediate inspection PG-Pub application..........cccoceoviiiiiicinnnn, 1121
Impropersignature.....714.01(a), 714.01(c), 714.01(d) Referred to in oath/declaration.......601.01(a). 602
RatificatioN........ceveveveeeceereies e, 714.01(a) To lessen filing fee.........c.cooi 607
INACCUFALE.......oocvererereeceeseeseneeeiesee e 707.07(h) Ratification
Incomplete reply.....711.02(a), 711.03(a). 714.02 to Signature defective........cccceveieeniinininenn, 714.01(a)
714.04, 2266.01, 2666.30, 2671 Receipt.....coeeiiiiiiiiiiiieeeee 501 to 505, 511, 512
Time for completing.....710.02(c), 714.03, 2266.01, Received after allowance.................. 714.15,1303.01
2666.30 Reexamination 2250, 2666.01, 2672
Increasing claims in excess of number of claims REISSUE.....eooieeireiriee i 714, 1453
previously paid for..........cooooe 714.10.714.16(c) ReqUIreMents Of........cccoocueveueeeeeeeeceeeeeeereaen 714.02
INK, NOt PErMANENL....ooooviiienees L1200 Residence Change.....ccoovveeceeeeeeeeeerenn, 719.02(b)
Inspection by examiner RESPONSIVE. . revvveeeereeeeeeeeeeeeeeeeee 714.02, 714.04
Inventorship (See also: Correction of inventorship) Return, after entry on file wrapper................. 719.01
i;;:ﬁr']‘:r'o” of application not ";"lt;‘ 16 71410, 1305 RIDDON COPY..ovvvririicireiceca 719.01(a)
""""""""""""""""""""" - - Rule 1.312 (See also: Amendment: After allowance)
Late....oooiiiiiiiieieeeeee e 710.02(d), 711, 714.17
. o S Second (or subsequent) supplemental
Literature citation in specification............. 608.01(p) L1702 USSR 714.03(a)
Man_ner of making.......c.ccoooo s 714 Several filed on SaMe day........oo..ooovvvvrerrrrennn, 714.18
:\ggﬂgn under 37 CFR 41.208(c)(2), Appllca;llo4n1|2 b Signature improper....714.01(a), 714.01(c), 714.01(d)
T 16(b) Signature mMisSing......ccooeveevereenenieneeeeens 714.01(a)
Name change on file wrapper.....605.04(c), 719.02(b)
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American Inventors Protection Act (AIPA) — Appeal

Sec. No.
Signature required..........cccoevuiveeeininiiieneennn. 714.01(a)
Signed by applicant, not by attorney or agent of
[E=Tol 0] (o DR 714.01(d)

Signed by attorney or agent not of record.....405,

714.01(c)
Statement of allowability by Board............... 1213.01

Supervisory primary examiner.....714.13, 714.16,
714.18

Supplemental........ccccooiiiiiiiiiin 714.03(a)

Support by original claim..........c..ccocceeinne. 608.01(l

Telephone number............ccoocin 713.01,714.01

Unduly interferes with preparation of Office

ACTION it 714.03(a)

UNSIgNEd.....coiiiiiieiiiieeiic e 714.01(a)
Ratification of.........c..cccevenien. 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See also:
Statutes: Public Law 106-113)

American National Standards Institute (ANSI)..608.02

Amino acid sequence (See also:
BiotechnologyNucleotide sequences)

AnalogousArt.....904.01(c), 1302.14, 1504.02, 1504.03,
2131.05, 2141.01(a)

Analysis of claims........ccccceieiiiii e, 904.01
Answer, Examiner’s (See also: Examiner’'s answer)
Answer all matters traversed.............ccccueenn.. 707.07(f)
Antecedent lacking (See also: Indefinite
claim).ecviccieee e, 706.03, 1302.01, 2173.05(e)
Anticipationrejection.....706.02(a), 707.07(d), 1504.02,
2131,2132,2133,2136

Affidavit t0 OVercome........cccccvveeveiiiieee e 2132.01
Analogous art.......c.cccevvveeeeeeiinnnnn. 1504.02, 2131.05
Definition Of .......ooiiii e 2131
GENUS-SPECIES...ccivvieiiiie et 2131.02
Generic chemical formula...........cccooeeeinneen. 2131.02
Meaning of
“BY Others” ... 2132
“In this country” ..o, 2132
“Known or used”.....cccooeevveererennnn. 2132,2133.03(a)
“Patented in this or a foreign country”......... 2132
Multiple references, when permitted............ 2131.01
One year grace period.....ccccoccuveeeeeiiiiieneennnineenn. 2133
On sale (See also: On sale)
Ranges claimed.........cccccccooviiieie i 2131.03
Rejections based on publications and
PALENES ..o 2133.02
Prima facie case........cccooceeeiiiiiiieciiiieeeee 2132.01
Public use (See also: Public use)

Secondary considerations, evidence of....... 2131.04
A.P.C. publications (See also: Alien Property
Custodian (A.P.C) publications)
Apostille (See also: OathDeclaration)...301, 409.01(b),
602, 602.04, 602.04(a), 604, 604.04(a)

Sec. No.
Apparatus, Process or product and.....806.05(¢e) to
806.05(q)

Actions subsequent to examiner’s answer....... 1210
Administrative handling.........cccccoeevi e 1203
Affidavit after appeal................. 1206, 1208, 1211.03
Amendment after examiner’s answer..1210, 1211.01
Amendment before examiner’s answer............. 1206
Amendment for purpose of................ 714.12,714.13
Amendment makes application allowable........ 1206
Answer, Examiner’s (See also: Examiner’s answer)

Bl i 1206
In ex parte reexamination............cccccveeeeennnen. 2274
In inter partes reexamination......... 2675, 2675.01
IN TEISSUEC....uiiiiiiiieeeieiee s 1454
By patent OWNer.......ccccccciiiiiiiiiiiiiiies 1204
Cancellation of withdrawn claims................. 1214.05
Civil litigation..........coooiiiiiiiieie e 1216.02
Claims copied from patent, time limit........ 710.02(c)
Claims included...........cc.ccoeivveneeennnnnn. 1205, 1205.02
Composition of the Board..........ccccoecvieveeeinnnnen. 1202
Concurrently with interference.........cccccceeveunneee. 1210
Concurrently with prosecution before
EXAMINET .. iiiiiee e e ettt e e e e et e e e e s e e e e e e 1210
Conference 1207.01,1302.14
In inter partes reexamination.............. 2676, 2677

Correspondence address for litigation..501, 1216.01

Court, Federal Circuit
Of an inter partes reexamination
Decision by Board..........cccccoeiuiireernnne 1213
Of an inter partes reexamination 2681, 2682
Dismissal.....ccccooiviiiiiiiiiiiee e 1215.04
Examiner reversed.........c.......... 1214.04

Examiner sustained 1214.06
EXaminer's anSWer.......cccccvveeeiiieenniieeesieee e 1207
Failure to prosecute appeal 1215.04
Fee (See also: Fee)...cccoovvevnnennn. 1204, 1204.01, 1205
From Board decision..........cccccocuuee.n. 1216 to 1216.02
Inter partesReexamination................... 2674 to 2680

Flowcharts......ccoccoeviiiiiee e 2601.01
INErOdUCTION. ...eeiiiiiice e 1201
IO E=Yo T4 A1) o D 1205.03,1210
Matter subject t0....cccceeviiiiiie e, ,706.01
Multiplicity rejection........ccccccoecvevieeinnnen. 2173.05(n)
New ground of rejection by Board 1214.01

New ground of rejection by examiner in examiner’s

ANSWEN ... 1207.02, 1207.03, 1208
New matter affecting claim............cccc.....e. 608.04(c)
NOLICE Of e, 1204
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Appealable matter not petitionable — Application

Sec. No.

Oral hearing......cccccoeiiiiiiieeee e 1209

Reexamination, ex parte.........ccccceeeeeeeenenns 2276

Reexamination, inter parteS.........cccecevveernnnnns 2680
Order for complianCe........ccocccveviiieeiiiee e, 1210
Patentability report case.......cccccoceeeeeeeninns 705.01(a)
Primary examiner’s attention..........cccccceeevuvneenn. 1004
Procedure after Board decision.....1214, 1214.01,
1214.03t0 1214.07
Protestor participation.........cccccceeviiiiieeeeniins 1901.07
Publication of Board decision....................... 1213.03
Real party in interest........ccccccoeenee. 1205.02, 1207.02
Rehearing by Board...............ccueee... 1214.01,1214.03
Reexamination, ex parte..........ccccceecvveeeeriiernnnn. 2273
Reexamination, inter partes................. 2674 to 2680
Remand by Board.....1208, 1210, 1211, 1211.01,

1211.02,1211.03,1212,1213,1213.02, 1214.01,
1302.14, 2143.03, 2274, 2275, 2681, 2682

Remand by Federal Circuit..........ccccveveeennnnnns 1216.01
Remanded application made special.............. 708.01

Reopening of prosecution....1207.05, 1208, 1214.07,
1211.01,1213,1213.02, 1214.01, 1214.04, 1214.07

Reply brief to examiner’'s answer....................... 1208
Requirement by board to address matter......... 1212
Secrecy order application 130, 1304.01

SIR application.......ccovviiiiiieiee e 1105
Statement of allowability by Board............... 1213.01
Supplemental appeal brief.........cccccooieeenn. 1207.02
Supplemental examiner’s answer....... 1207.05, 1211
Suspension pending civil action or federal circuit
appeal in related Case.........coccveeeeeiiiiienee e, 1213
Time for filing brief.........cooooi 1205.01
Withdrawal............c......... 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection..........cccccceovcvieneen. 1207
Withdrawal, partial..........cccccoevnnneen. 1214.05,1215.03
Appealable matter not petitionable............. 1002, 1201
Appendix, computer program listing....... 608.05, 1121
Appendix, multiple claim sets........ccocovieiniinnen. 1121
Applicant (See also: Inventor Pro se applicant).....605
Abandonment notification............ccccoeeeeenns 711.04(c)
Administrator or executor.....409 to 409.01(f), 605.05
Age, special StatuS........ccoecvveviieeiniiieseeeee, 708.02
Citizenship ..o 605.01
Common, at least one.....201.03, 201.11, 706.02(f)(2).

706.02(k) to 706.02(1)(3)
Comments on statement of reasons for

alloWanCe...........oooo i 1302.14
DiSCOUIESY...uvviiieiiiiieeee e 714.19,714.25
Health, special statusS........ccccuveiiiiiiiiiineeenins 708.02
HeIl e 409.01(a), 409.01(d)

International application..1805, 1810, 1817.01, 1820,
1821

JOINt..oiii e 201.02, 201.083, 2137.01
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Sec. No.
Mailing addressS.......coccuveeiiiiiiiiiieeceiece e 605.03
Name change........ccccooviiiieannns 605.04(c). 719.02(b)
Other than inventor.......... 409 to 409.01(f), 409.03(b)
Post Office address......ccccvvvvevieeeeviieeeciee e 605.03
Power to iINSPeCt.....cccooiiiiiiiiiiiiie e 104,106
Reply (See also: AmendmentReply)
ReqUIremMents......cooccveiiiieeiiee e 2137.01
RESIAENCE ..o 605.02
Self prosecuted application............ 707.07(j), 713.01
Signature.......ccceeeeenne.. 605.04(a), 605.04(e), 605.04(f)
Small entity StatusS.......cccceviiiiiiii e 509.02
SOl i 201.01
Application
Abandoned (See also: Abandoned application)
Abstract of the disclosure...........ccocceernne. 608.01(b)
Acceptance of 37 CFR 1.47.....cccccovvennnnenn. 409.03(h)
Acknowledgment.........cocooiiiiiiiiiineenenee 502.05, 503
AdAress MiSSING....ccoevieiiiiiiiiiee e 403
Allowable except as to form................ 706, 710.02(b)
Allowed
Definition......ccoeviiviiee e 203.04
File wrapper data.......cccccoeeveeiiiieeiniiene 1302.09
Ordering...ccccuueeeeeiiieiee e
Rejection
Amended definition.........ccceviieeiiiii i 203.03
Arrangement.. ..o 601, 608.01(a)
Design application............. 1503, 1503.01, 1503.02
Assigned (See also: AssigneeAssignment)
ACCESS . . 106
AlOWANCE......cce i 307

Conflicting subject matter..706.02(f)(2), 706.02(k),
706.02(1) to 706.02(1)(3), 706.03(k), 822, 2304.05

Inventor deceased.........ccoccuvieeiieiiiiienennn. 409.01(e)
Assignment for examination

Office of Initial Patent Examination (Office of

Patent Application Processing).......cccccccoeuue... 504

Assignment to examiner for examination...903.08(b)
Assignment to Technology Center for

examination.........ccccoecveveeennns 504, 903.08, 903.08(e)
Background of the invention...................... 608.01(c)
Best MOde.....c.cceevvveeecieciecieenias 608.01(h), 706.03(c)
Brief description of the drawings................ 608.01(f
Brief summary of the invention

British English spellings........cccccccoviiiinns
Certified COPY..ccirriiriiiiriiee e

Claim omitted.......ccoccvviiviiiiiiieee e 601.01(e)
Claim terminology.....ccccoieeeeiniiiiiee e, 608.01(0)
Claims......cccooeeeninenne 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’s

ACTION ..ot 707.07
Classification in Technology Center.......... 903.08(b)



INDEX

Application — Application

Sec. No.

Common ownership.....324, 706.02(f)(2), 706.02(k),
706.02(1) to 706.02(1)(3), 709.01, 822
Completeness.....201.03, 201.06(c), 506, 601.01,
601.01(g). 608.01(p)
Conflicting, same applicant.....709.01, 804, 822
822.01
CONTBNT...eiiiiiiiiiee e 600
Continuation (See also: Continuation)........... 201.07
Continuation-in-part (See also:
Continuation-in-part)........ccccevcvererererenieeeesinennns 201.08

[D7=TY o | o PR 1504.20
Continued prosecution (CPA) (See also: Continued
prosecution application (CPA))

(DT [0 ] o [ SRR 201.06(d), 1502.01
Continuity between applications.................... 201.11
Control of aCCesSS.....cccovveveviieeieeee 101, 103, 106
(070 o1=T o =] o o3 V2SRRI 201.11
Copending, Design......cccccevvveeeiiieeiiieesiieenns 1504.20
Correction of inventorship.........cccccooeiiiiens 201.03

Cross-noting
Data of parent application in file wrapper or PALM
bib-data sheet or PALM database..202.02, 719.02
719.07,1302.09

Data of related application, updating......... 201.11
Foreign application, file wrapper/history
NOLALION...oiiiieiiit e 202.03
Foreign application, oath................ 201.14, 202.04
Description of the related art...................... 608.01(c)
Design (See also: Design application)
Detailed description.........ccooceeeviiieeinnieennnen. 608.01(g)
Distribution........ccccoiiiin e 508
Divisional (See also: Divisional application)...201.06
(BT o | o P PP 1504.20
Drawings, NECESSArY......cccccururieeeeeinireeeaenns 601.01(f
Missing figures.....cccocvvveeeiiiicec e 601.01(g)
Effective filing date..........cccoeenee. 706.02, 706.02(a)
Electronic submission of (EFS-Web) ..502.05
English language.......cccccoviiiiiieiiniee e, 608.01
EXamination.........cccccoveiiiiiiiiiei e 700
EXamMPIes. ... 707.07(l
Facsimile transmisSioN........cccocveevieeeniicennnnee. 608.01
Fee, filing (See also: Fee)....ccccovivirniiviniiiiiniiees 607
Field of the invention...........cccccoveviiieinnneene 608.01(c)
File wrapper continuing (FWC)................... 201.06(b)
Filing date........ccocoeevevviieneennnn. 201.11, 503, 505, 511
EFS-WED.....ooiiiiiiiieec e 502.05
Filing receipt (See also: Postcard
self-addressed)......cccvevieiiiiieiiie e 503
Five year pendency.........cccccvcvvevnneenne 707.02, 708.01
FONT. i 608.01
Foreign (See also: Foreign application).....201.13 to
201.16

Sec. No

FOIM i 600
Government-owned

SPECIAl..ciiiiiiiiiiii e 708.01
Incomplete.....203.06, 506, 601.01(d), 601.01(e),
601.01(f), 608.01(u)

Definition.......ccccoooiii 203.06, 506
INformal.......ccccovviiiiii e 506, 702.01

Definition

Primary examiner’s attention required.......... 1004

Search.....cci 702.01, 704.01

SPECIAL. it 708.01
INSPECTION...ciiiiieiieie e 103
International (See also: International application)
International Convention (35 U.S.C. 119)........ 201.13
Invalid oath........cccooiiiii 604.06
Issue fee not paid (abandoned).................. 711.03(c)
Issue simultaneously with another
apPlCatioN......cooiieeiii 1306.02
JUEISAICHION . .eeiiii e 1305
Mode of operation........ccccceevviiiiiiee i, 608.01(h)
National application........cccocceeiiiiiniiiiiieecieee 201
National stage application.........c.cccocevvrieeniinennns 201
New, definition
Nonprovisional 201.04(a), 506, 60
NUMDBEr ..o 502, 503, 506

Status of application using...........cccce...... 101,102
Omitted items.....201.17, 601.01(d), 601.01(f),
601.01(g)
Ordered examination................... 707.02, 708, 708.01
Overlapping

Common ownership.....706.02(f)(2), 706.02(k),

706.02(1) to 706.02(1)(3). 709.01, 715.01(b), 804.03,
822

Same applicant................ 709.01, 804, 822, 822.01
Subject to joint research agreement...706.02(1)(1)
to 706.02(1)(3), 804, 804.02, 804.03, 2136.01,
2141.01

Pages missing.....ccccooveeiiiiiiiiiccniee e 601.01(d)
Papers, arrangement.............oooooeiiiiiininnns 719.01(a)
Parent. ..o 904
PartS...ccviiiiiiie 600
Pending five years........cccccooiiiiieiiiiniicceeee
Plant (See also: Plant patent)......cccceeveviveeinineen.
Prior art......cccoeviniinii e
Prior art effect of international
publication............ 706.02(a), 1857.01, 1896, 2136.03
Priority
Foreign application.....201.13, 706.02, 1402,
1504.02, 1504.10
U.S. application........ccccceviiiieiiennnns 201.11, 706.02
Protest.....cooiiiiiiie e 1901
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Application Data Sheet (ADS) — Assignment

Sec. No.
Provisional (See also: Provisional
application).....201.04(b), 601, 601.01, 601.01(b), 602,
706.02
Public inSpection..........cccooiiiieiiiiee e 103

Publication (See also: Pre-Grant Publication

(PG-Pub))

Publication of abstract................... 711.06, 711.06(a)
Receipt and handling.........ccccceeiiiniiiiee 500
ReCONSIIUCTION....ccci i 508.04
Recording and tracking in Technology Center..1704
Referred to in patent, status information............ 102
REfIlE. i 201.10
Reissue (See also: Reissue application).....1401 to
1470

Rejected definition........ccccooiiiiiiiiiiiee 203.02
Relating to atomic energy..........ccccuv.... 115,150, 151
REQUISITES ..ot 702

REVIEW....oeiiiiiiieee e
Right to inspect
Right of priority, foreign application
RUIE 1.60...cciiiiiiiiiiiieee s
RUIE 1.62. ...t
Secrecy order
Serial number 502, 503
Size fee....coocciiiiiiiiiiiiin, 506, 607, 1415, 1893.01(c)

calculations for EFS-Web submissions.....502.05

Special (See also: Special application)...707.02, 708
to 708.03

LISt 708.01

Priority in patent printing............ccocevvvveeeninns 1308
StAtUS .. 102, 203, 1730

INQUITIES .o 203.08
SUbSTHItULE. ..o 201.09, 201.10

Definition

Does not carry ownership from parent........... 306

File wrapper/history notation.....................
Reference to parent application
Table submitted on compact disc

Terminology, Claim.......c.cccoveeiiiiiiieeeeeins

Title of INVeNtioN ... 606
Title of invention, change....606.01, 1302.01, 1302.04
Transfer procedure.........ccoccveeeeiiiiieeeeeninns 903.08(d)
Transitional (See also: Transitional
application).....cccceeeeeeeieeniiieeeee e 706.07(g), 803.03
Types (See also: Patent)......ccccvevveeeeniiienineeenee. 201
Utility (See also: Patent).......cooccevvviniciininiiennnnn, 201

Application Data Sheet (ADS)...201.11, 601, 601.01(b),

601.05, 602.01, 605.04(b). 605.04(c), 605.04(f), 706.02(b).

1130, 2214, 2266, 2614, 2666
Supplemental ADS........cccccoiiiiiieee e 601.05

Application Division (See also: Office of Initial Patent
Examination (Officeof Patent Application Processing))
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L L Sec. No.
Application publication..........ccccooveeiiiiiiniieennne. 901.03
Citation Of.....ooviiiiiii e, 707.05(e)
Disqualifying as prior art, commonly owned......718
Prior art effect......... 706.02(a), 901.03, 2163, 2136.03
Arbitration awards NotiCe.........cccovvveeniiiiieniennnnn, 311
Argument for allowability lacking in
aAmMeNdMENt... ... 714.04
Arrangement of application..........c.cccccevveene 608.01(a)
Arrangement of art in Technology Centers....... 901.07
Arrangement, papers in file wrapper............. 719.01(a)
Art unit number on Papers.......cccccveveeneiiieneeenen, 502
Artifacts in IFW application.........ccccccceeeviieennnen. 608.02
Asexual plants (See also: Plant patent)............... 1600
Assigned application
AlOWANCE.....eeiiiiiiiicc e 307
Conflicting subject matter................... 706.03(k), 822
Inventor deceased.........ccocveevviiiiniiieeiniieeens 409.01(e)
Nonprovisional application claiming benefit of
provisional application..........cccccceveviieeiiicennne. 306.01
Provisional application.........ccccccceeiiiniennnie 302.03
THtle FEPOIT. et 320
Assignee(Seealso:AssignedapplicationAssignment)
Access to an application..........c.cccoccoeeeeennes 104, 106
AJArESS. .ot 302.05
Affidavits under 37 CFR 1.131........c.ccceerneenen 715.04
Can appoint new power of attorney................ 402.07
Certificate of correction................. 307, 1480 to 1485
Change of inventorship, consent.....201.03, 1412.04
Common.....706.02(f)(2). 706.02(k). 706.02(I) to
706.02(1)(3). 709.01, 822
Consent in reissue.......ccceevneenn. 1410.01, 1443, 1451
Double patenting, same assignee.....706.03(k), 804,
822
Duty of disclosure.........ccccooiiiieiiiniiiiiiieens 2001.01
Entire interest, control.............. 106, 301, 324, 402.07
FOreign....coocvieii e 302.04
Interfering applications, same assignee........ 709.01
Intervention........ccccevvvveeeeeeeeeeeeeeeens 106, 324, 402.07
Multiple Assignees 324
Part interest.......eeevi i
Patent iSSUES t0....cccvviiiiiiiiiiee e
Permitted to take action under 37 CFR 3.73(b)....324
Power to INSPECt.......ccuiiiieiiiiee e 104
Printed on PG-Pub........cccccoiiiiiiie, 1121
Revocation of power of attorney............. 324, 402.07
Small entity.....oooceeiiiiii e 509.02
ASSIGNMENT....oiiiiiiiiiii e 300
ACCESS. ...ttt 301.01, 1730
Allowance of application........ccccoeieieiiiiiiiennnis 307
Assignment identification requirements........ 302.03



INDEX

Assignment Division — Attorney or agent

Sec. No.
Automated Patent and Trademark Assignment

SYSTEM .o 502.01
Change of Nname........coooiiiiiii e 314
Conflicting statements of ownership under 37 CFR
BL73(0) et 324
Continuing application...........ccccevevennnen. 201.12, 306
COPY ettt 301.01, 302.01

Corrections in recorded assignment.323, 323.01(b),
323.01(c), 323.01(d)

CoVer Sheet......ccceiiiiiiiiiii e 302.07
Corrections.....317.02, 323.01, 323.01(a), 323.01(c)
Date of recording......cccoccvvevveveiiiieeiiiee e 317.01
Effect of recording.....cccccccevvieiiieeinien e 317.03
Electronic submission of (EPAS).....302.10, 502.01,
502.05, 1730
Expungement of assignment records.....323,
323.01(d)
Facsimile submission................ 302.09, 502.01, 1730
Foreign language translation..............c........... 302.02
INAEXING et 315
International application.......cccccccoevieiiiiieiniennnnns 301
LICENSES .. 301, 313
Mailing address.......ccccoecvveieeeeiiiiieeee e 302.08, 501
MEBIGEIS ..ttt 314
Multiple aSSigNees. ......ccccoiiieiiee i 324

Nonprovisional claiming benefit of
provisional

Not endorsed on pending applications

One of several overlapping applications.....709.01,
715.01(b)
Parent application........ccccceeeiiiiiieiieeniins 201.12, 306
Part interest........cccccoceveenenne 106.01, 301, 706.02(1)(2)
Patent......cooviiiie e 301, 302.03
Patent and trademark assignment system.....302.09
Pending applications.....301, 302.03, 706.02(1)(2),
706.02(1)(3)
Plural itemsS.......eeiiiiiie e 301.01
Printing on patent.........cccccceeiiiiieeee e, 307, 1309
Proof of.....ccooviiiiii 706.02(1)(2)
Provisional application..........cccceveeennne 301, 302.03
Recording.....301, 302, 313, 314, 706.02(1)(2).
706.02(1)(3)
Recording fe€.....ccccevviiiiiiiiiiiie e 302.06
Records not kept in application file............. 303, 320
Search facilitieS........ccccviiinii i,
Security interests
Title reports............... .
Transfer of rights from/to small entity............ 509.02
Translation. ... 302.02
Assignment Division.....320, 605.04(c), 719.02, 1121,
1730

Sec. No.
Administrator and executor authority
checked......cccooiiiiiiii 409.01(b)
Allowance and iSSUE€........cccceeeieiiiiierees e, 1302.11
Certified Abstract of Title..........oovvveeeeeiiieeiiiiinin, 320
Contact information........ccccoeeceveiieeeniiee e 1730
Information available from PALM...........ccccccoces 320
Mailing address
Title report...............
Assignment of application for examination........... 504
Assignment of reexamination to examiner
EX parte....ccccceviveeiiieeiiee e 2236, 2285, 2648
Inter partes........cccooeeeeiiiiciiiiiiiiees 2636, 2648, 2655
Assignment to examiner for examination.....903.08(b)
Assistant Commissioner for Patents (See also:
Commissioner for Patents)

Assistant Commissioner for Trademarks (See also:

Commissioner for Trademarks)
Assistant  examiner  (See also: Examiner)
Associate attorney........cccocveevvcveerieeeininenn, 402.02, 406
Associate attorney, correspondence with......... 403.01
Atomic Energy Act of 1954....120, 706.03(a), 706.03(b)
Atomic energy application.........cccccovveeiiiieeniiienne 150
Attorney or agent
Appointment by assignee of entire interest........ 106
ASSOCIALE. .....eeieiiiiiciieeree e 402.02, 406
Compliance with duty of disclosure.................. 2004
Conflicting parties having same...........cocceeeenneen. 404
Continuing application........ccccccveeeiiiinnnennn. 201.06(c)
Change of correspondence address.............. 601.03
Correspondence With........ccccoooiviieiiiine, 402, 403
Correspondence with associate..................... 403.01
Death... ... 406
DiSCOUIESY ..ciiiiiiiiiiieiiiee et 714.25
Duty of disclosure........ccccveeeenneen. 2001.01, 2002.01

Duty to inform patent owner of inter partes
reexamination

Excluded from practice
Inspection
Interfering applications
International application
Interview.......ccccooeevvveneene 408, 713 to 713.10, 1302.14
Limited recognition
More than one for same applicant
Name on patent
Name on reexamination certificate
Not of record
Notarizing oath
Office cannot aid in selection of
Petition to reinstate.........ccccocceveeeiiinnnn.
Post Office address
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Authentication of oath — Board of Patent Appeals and Interferences (BPAI)

Sec. No.

Power of (See also: Power of attorney).....402, 406,
2501

In ex parte reexamination................... 2213, 2222

In inter partes reexamination.............. 2613, 2622
Proof of authority in inter partes
reexamination..........ceveieeerieee e 2613
Reexamination, ex parte..........ccccccoeeueeee. 2210, 2222
Reexamination, inter partes..................... 2622, 2623
Registered......ccccoviiiiieiee e 401, 402
Request for limited recognition............... 1002.02(m)

Roster of attorneys and agents...601.03, 1730, 2205,
2220

SElECHION. ..o 401
Signature Of .o 402
SUGPESTEA.....viiiiiiiiiie e 401
Suspended or excluded...105, 407, 714.01(a), 714.19
Communication With..........ccooooiiiiiiiie 105
INSPECLiON DY.cocvviiiiiie e 105
INEEIVIEW. ..eeiiiiiii e 105, 713.05
Telephone number on letters.............. 713.01,714.01
Telephoned by examiner........... 408, 713.01, 1302.14
UNregistered........coovveeiiiiiiiee e 402
Washington, D.C. area representative................. 408
Withdrawal..........ccccoveneenne. 402.06, 1002.02(s), 1808
Withdrawal after patent granted.....2223, 2623, 2501,
2560, 2623
Authentication of oath...........cccocciiiiiii. 604.04(a)
Authentication of e-mail sender...........cccccueeenee. 502.03
AuthorIn program (See also: Sequence rules).....2430
Authority of administrator or executor......... 409.01(b)
Authority of Director, Delegation of.................

Authority of Director, Statutory.........ccccceeeeevinneen..
Authority to inspect pending application
Authorization

Credit card payments........cccoocvvveeeeeiiiiiiee e 509
Deposit aCCOUNTS.....ccuuveiieieiiieee e 509.01
Internet electronic mail (e-mail)................ 502.03
Power of attorney.......ccccccvviieieeciiciiiee e 402
AUthorship.....coccooiis 715.01(c), 716.10
Automated Patent and Trademark Assignment
SYSTEM i 502.01
Avoiding double patenting rejection.....706.02(k),

804.02, 1490, 2129

B
Background of the invention (See also:
Specification)........ooccveeeiiiiiiiieee e 608.01(c)
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Sec. No.
|23z (o1 (=T = VRN 1601
Bar, Statutory (See also: Statutory  bar)
Base claim canceled.............ccccceeiiiiiieeennns 608.01(n)
Base claim rejected..........cccooveeiiiiiiiieeninenn, 608.01(n)
Benefit of domestic priority (See also:
CroSS-N0OtING)..ccvererereeeirireenieresieeeseeeeeseeee e 201.11
Adding benefit claim after filing........................ 201.11
Correcting benefit claim after filing.................. 201.11
Correcting benefit claim after patenting.............. 1405
Deleting benefit claim after filing...................... 201.11
Benefit of foreign priority (See also: Foreign
ApPPLICALION)..uiieeee e 201.13
Correcting benefit claim after patenting.....1402, 1417
Benelux Designs Convention (See also:
TreatieS)....ooceeeee e 201.13, 1504.10
Best mode 608.01(h), 2165 to 2165.04
Affidavit or declaration.............cccccevevieneencneennn 715.10
Compared to enablement...............ccccceeeis 2165.02
COMPULEN CASES.......eeveiieeiriiiieee e e 2161.01
Considerations relevant to.............ccccceeeveene. 2165.01
Evidence of concealment.................... 2165, 2165.04
Form paragraphs used to reject.................. 706.03(c)
Requirements for rejection for lack of............ 2165.03
Bibliographic Information..............ccccooiniennne 601.05
Biological material.................... 2164.06(a), 2402, 2403
Biotechnology (See also: Nucleotide
SEUUENCES).uutrereeeiiiurrereeesiintreeeessssreereessassseseseanaas 2400
Deposit of biological material...............ccccceeenee 2403

Deposit rules
Deposit term

Enablement...........cccooiiiiiiii s
Examination of applications..............ccccccveeennnne 2411
Form paragraphs........cccccccvvveiiiiiiiiene e, 2427.01
Patent In computer program........ccccceeeeeeeeeeennnn. 2430
Process claims........ccccooviiiiieiiiciiiree e, 706.02(n)
SAMPIES....eviiiee et 2410
Sequence rules (See also: Sequence rules).....2420,
2421
Special status for small entity applications......708.02
Blue slip (See also: Form letters and forms: Issue
Classification (Blue slip) PTO-270)
Board of Patent Appeals and Interferences (BPAI) (See
also: Appealinterference).....706.03(v), 706.03(w),
707.06, 707.07(f), 708.01, 711.02(b), 2284, 2301
Appeal from........ccccovveiiiiiiie, 1216 t0 1216.02
In inter partes reexamination............... 2682, 2683
Constitution and duties...........ccccooeieeeeeiiniieeeenn. 1202
Decision
Dissemination of..........ccccoviiiiniii e 1720
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Books in library — Certificate of correction

Sec. No.
Generally.......coooveeiiiee e 1213
Publication of.........ccccovvvvveeeiiiiinnnn, 1213.03, 2681
Treatment Of.......cccocviiiiiiiie e 1721
Duty of disclosure t0.........ccccoeeviiiiereeeiiienn. 2001.03
HEANG...iei ettt 1209
Interference
Declaration of........c..coviiiiiiiiiiiee e,
Return of Jurisdiction to Examiner
Jurisdiction........ 706.01, 706.07(c), 1210, 2301, 2308
May require appellant to address matter............ 1212
New ground of rejection by.........ccccceeevirnes 1214.01
In inter partes reexamination............... 2681, 2682
Non-final decision in inter partes
reexamination............ceeeriiieieee e 2681
Petitions.......cooeveriiiice 1002.02(g), 1002.02(j)
Rehearing by................ 1002.02(f), 1214.01, 1214.03
Inter partes reexamination................... 2682, 2683
Service Branch........ccccooeeeeiiiiiiiiiiiiice e, 104
Statement of allowability by...........c.cccernnenn. 1213.01
BoOKS in library........ccocveeiiiiiiiii e 901.06(a)
Borrowed publications................... 901.06(a), 901.06(b)
Borrowing references from examiner’s search
FIlES.c i 901.08

Breadth, Undue (See also: Undue breadth rejection)

Sec. No.

C
CAFC (See also: Court of Appeals for the Federal
Circuit (CAFQ))
Canadian patent agent............ccceviveernneeenne
Canceled matter, before papers executed
Canceled matter, cannot be recaptured in

FRISSUR. ..eeeie et e ettt e e e 1412.02
Canceled matter, Restoring..........cccceeeevvneens 608.01(s)
Canceled matter in patented file..........c.cccocvene 901.01
Canceling claim after issue............. 714.16, 1302.04(b)
Canceling claim withdrawn after appeal........... 1214.05
Canceling drawing...........cccceviieeeniieeniece e, 608.02(t
Cancellation of drawing figures...........ccccco...... 608.02(t
Cancer, petition to make special............cccocveene 708.02
Candor, Duty of (See also: Duty of candor and good
fAItN).eeeiicee e, 2001, 2001.03
Carbon copy, application papers.........cccccceeeennee 608.01
Carbon copy of amendment.............ccoceeeiiieenns 714.07
Card catalog in library..........ccccceeviiiininiennn 901.06(a)
Caricatures, Offensive...........cccceeeeeeeeen. 608, 1504.01(e)
Case action record worksheets (PTO-1472)......... 1705
Cassis DVD-ROM (See also: Electronic
databases)....cccccevvviiieeii e 902.03(d)
Catalog and circulars.........ccccooovieeieiiiiinenenn. 901.06(a)
Central Facsimile Number..............c.c.cuuue. 502, 502.01
Central Reexamination Unit (CRU) (See also: Office of
Patent Legal Administration (OPLA)).....103, 2224,

2226, 2229, 2232, 2285, 2624, 2626, 2627, 2631 to
2638, 2641, 2647, 2647.02, 2660, 2664, 2666.06, 2667,

Brief, filed on appeal...........ccoooovieiiiiiiiii e 1205
EX parte reexamination............ccccceeeiiiieeneeninne 2274
Inter partesreexamination.............. 2662, 2665, 2675

Defective.......cocvviiiiiieiiicceen 2675, 2675.02

Brief description of the drawings (See also:

Specification).......ooocceeeieiiiciieeee e 608.01(f

Brief summary of invention.............. 608.01(d), 1302.01

British English spelling...........cccocceeiiiiiiieeccinins 608.01

British specification, provisional..............c.cccccuue. 201.15

Broadening claims in reissue.............ccccevveeennee 1412.03

Browser executable code in specification.....608.01,

608.01(p)

Budapest Treaty (See also:

MicroorganismsTreaties)....901.05(b), 2402, 2404.01,

2405, 2408, 2409, 2410.01, 2410.02, 2411.01

DEPOSIHONIES. ..ciiiieieiiiee et 2405
Bulletin, Classification (See also: ClassificationOrders)
Burden of proof...........ccccceerninnen. 2112, 2112.01, 2113
Business hours of USPTO........cccccceeviieiiinieciniiees 510

2670, 2671, 2675 to 2678, 2682, 2686.01 to 2687, 2689,
2694

Certificate effect of signature................... 401, 402, 410
Certificate, Ex parte Reexamination..................... 2288
FOrmat.......ccooeiiiiiiiee e 2290
Certificate, Inter partes Reexamination.....2688, 2690,
2694
DIStribULION.........covviiieeee e 2692
FOrmat........cooeiiiiieee e 2690
Reissue patent as........coccveeeeeiiiiieieeninis 2688, 2694
Certificate of correction............ccccceeeerinnnee 1480 to 1485
Applicant’s mistake..........c.cccoecvveeeeiiiiienee e, 1481
ASSIgNEE’S NAME......co i 307, 1481
BranCh.......ccocoiiiviiiiiie 1002.02(1)
Copy required in reexamination
Ex parte............ ...2214
Inter partes 2614
Date Of iSSUANCE.......cccceviiiiiieeiiiiii e 1485
Domestic priority.......ccccoeecvveeeeenne 201.11, 1003, 1481
Electronic publication............cc.cccevviiiiiieinienes 1485
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Certificate of mailing or transmission (37 CFR 1.8) — Citation of prior art

Sec. No. Sec. No.
Expedited issuance............ccccoovviiieeeinniineenn. 1480.01 Philippines search exchange.............ccccoceeennne 1711
Foreign priority...... 201.16, 1481 Photocopies not permitted
Form PTO-1050 1480, 1480.01, 1485 Provisional application............ccccoecvvveeeeninns 103,104
Form PTO/SB/44.........cccceueenn. 1480, 1480.01, 1485 Reexamination
Handling of request for.........ccoccoiiiiiiieeeniee 1485 EX Parte..ccc oo 2232
International application priority...........ccccevcvveenes 1481 INtEr PAITES....ovviiiiiiiiee e 2632
INVeNtOrship......coccveivieeeiiee e 1412.04, 1481 Change from small entity status (See also: Small entity
Matters requiring TC Director’s attention............ 1003 STALUS).veeeeeeereiiee ettt sttt e 509.03
Office’s MiStake...........ccovevevererererenennn, 1480, 1480.01 Change of correspondence address..601.03. 711.03(c)
Official Gazette liSting............ccoccocoevun.n. 1480, 1485 Characteristic feature in design applications....1503.01,
Patent in litigation.............ocovveevoeeeeeeeeeen. 1003 1504.01(a)
Patent involved in interference.. ... ... 1002.02(g) Chemical abstracts...........coceviieiiiiieiiee e 708.02
Petition of refusal to iSSUE............c..cco........ 1002.02(c) Chemical COMPOUNG..........cooovvvvvviiisininneenns 608.01(p)
Reissue application............ccccoeeuveeeeen. 1411.01, 1443 Chemical practice
Report by examiner Enablement..........ccccoviiiiiieiiniieee e, 2164.06(b)
Third party standing Generic chemical formula............... 2131.02, 2144.08
Certificate of mailing or transmission (37 CFR Markush........cccccoevviiieneeiiiins 2173.05(h), 2173.05(0)
(1<) TR 502.01, 511, 512, 513 Chief Administrative Patent Judge................ 1002.02(f)
Ex parte reexamination.................. 2224, 2265, 2266 Circulars (See also: Publication)......ccecceeeeeeiniiiieneennn.
Information disclosure statement........................ 609 Citation of prior art
Inter partesreexamination......... 2624. 2666, 2666.05 A.P.C. publications..........cccccoeeeneiinineennnenn, 901.06(c)
International application.....1805, 1834, 1865, Abbreviatures..........cccoceveeeiiiieeeenn. 711.06, 711.06(a)
1893.01(a)(1) Abstract.........cocevveeeeiiinnns 706.02, 711.06, 711.06(a)
Maintenance fee........ccvvvvvveveieiiiieieeeeeeeeeeeeeeeees 2510 Allowance, Listing at............ccocevvveeeeeiiiinnnennn. 1302.12
Overcoming abandonment......... 711.03(c), 711.04(c) Applicant’s................... 707.05(b), 707.05(d), 1302.12
Period for reply......cccoocviiieii e, 714.17 Complete data.........coeeeeveiiieeeniieeiee e 707.05(e)
Certificate of service Copies furnished ...707.05(a)
EX parte reexamination............ccccceeeeiiiieeneeninne 2220 (07] ¢ {Tox 1T ] o FHU R 707.05(qg)
Inter partesreexamination................... 2620, 2666.06 Correction, period for reply........cccccevveeriinnenn. 710.06
Certification as to statutory estoppel in inter partes Cross references.......ccccccvevvvveeeeeiiiieneeeieins 707.05(e)
reexamination..............coooenn, 2612, 2614 Data USed.........cccevevererrrrrannen. 706.02(a), 707.05(€)
Certification DIVISION.........cooviiviieiiiiie e 103 Decisions, orders, notices, memoranda........... 707.06
Certified copies Defensive publications................... 711.06, 711.06(a)
Abstract of Title..........cooovieeiiii e 320 Electronic REeSOUICES......omeee oo 707.05(e)
Administrator or exXecutor...........c.cocervevenien. 409.01(b) EXAMINEI'S @NSWE .....veveeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeans 1207
Appeal to federal CirCuit..............cccoonininnn. 1216.01 Foreign language documents.............oocvcev.... 706.02
Application as filed.............c.ccooeii 608.01, 1730 Foreign patent data.................... 707.05(e), 901.05(a)
Civil lItIgatioN........oocviiiieeiiieee e 1216 Foreign printed applications............c............ 901.05(b)
Facsimile submission not permitted................. 502.02 Form PTO-892 reproduced.............c.coovevevnenn. 707.05
Facsimile requests for.........ccoveeviiiiieeeniieee 1730 INCOITECE ..o
Foreign application.....201.13, 201.13(h), 201.14, Literature, in specification

201.14(a), 201.14(b), 201.14(c), 502.02, 1417,
1504.10, 1893.03(c), 2138.06

Mailing copy to patent owner

Memorandum............cevvviiiieeie e
MPEP. ... ,1730 .

NOLICES. ..ot
Orders fOr.......ocoeeeieii e 1730 .

) Order of listing........cccceevuvnee.

Patent COpIES.......ccccuuiiiiiiiiiiieeee e 1730
Patent related file wrappers 1730 (@] 0 11 £SO
PCT application..... 1801 1828189303(c)1895701 Patents series, U.S. (See also: Patent)........... 901.04
oo CAON. SBL8, L0900, A8 15 PErOAICAl........ oo 707.05(e), 901.06
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Citizenship of applicant — Claim

Cancellation results in change of inventorship.201.03

Sec. No. Sec. No.
Prior art effect of international application...706.02(a), Change after Board statement of
1857.01, 1896, 2136.03 allowability.......c.covviiiieiiii e 1213.01
Prior art in application.................. 707.05(b), 1302.12 Combination, old..........cccccoeeviiiiiiiniineenn 2173.05())
Prior art in patent Combination and subcombination............... 806.05(a)
Confidentiality..........ccoooerveiniierienieee COMPriSING....coovveeeariiieenieee e 2111.03, 2173.05(h)
(0] 1 (=7 o | FES PP RPRN 2205 Considered in deciding reexamination request...2243,
COUrt dECISION...veeveeeeeeeeeeeee ettt e e 2207 2643
HANAING. ... 2206 Consisting essentially of...............cccooinin 2111.03
Parties Who may Cite............cccocvveevreeerenan. 2203 Consisting Of.......ccccveiiiiiiieen 2111.03, 2173.05(h)
Service on patent OWNEer...........cccceveeeveeeeennnn. 2208 Construed in light of specification..608.01(0), 707.07,
Time for filing 804, 2106, 2111.01, 2111.03, 2129, 2145, 2164.08,
Publications.............. 2173.05(a). 2184
REfEreNCES. ....eeeiiiiiieiie e Copied from.patent (See also: Qﬂm
o : e corresponding to claim of patent)
Allowance _|n first @action........cccocvvvvvvennennne. 1302.12 Correspondence with disclosure.....1302.01, 2173.03
From applicant....................... 707.05(b). 1302.12 Defined by specification, term....................... 2111.01
Citizenship of applicant...........ccccovvveeviieeiiieenns 605.01 DEPENAEN oo 608.01(n)
Civil action under 35 U.S.C. 145.....1214.07, 1216, Dependent, objected to when improper.....608.01(n).
1216.02 706.01
Civil action under 35 U.S.C. 146........ccceeveeriurnnnn. 1216 Dependent on canceled or rejected claim...608.01(n).
(@ F=11 1 TN 608.01(i), 608.01(k) 706.01. 707.07(). 1214.06
“Adapted for” clauses in..................... 2106, 2111.04 Design application.............cccocveeevnnn.. 1503, 1503.01
‘Adapted to” clauses in........................ 2106.2111.04 Differing only by functional statement............ 2173.05
Added by amendment.................cooeiinnnn 608.01(0) Diminishing SCOPE.........ccocovvvvveeeeeereennn, 2173.05(h)
Results in change of inventorship................ 201.03 DISCIIMET........ovveoecveeereerris 706.03(u), 710.02(d)
Added in excess of number of claims previously paid Double iNCIUSION.......ccccoviiiieiiiiiciecnns 2173.05(0)
(0] PR s 714.10 DUPHCALE oo 706.03(K). 2173.05(0)
After prosecutllon ClOSed.vvvvvee MLM Each mentioned in letter...............cccoooeienns 707.07(i)
T 2163
. NN Excess added by preliminary amendment over number
AGYIEYALION. .. 2173.05(l9 of claims previo)lljgly paid fo)r/ ............................. 714.10
All allowed.........ooeveeiiiiiieeeee e 710.02(b) Excess over fee after notice of allowance....714.16(c)
All canceled..........cceeeiiiiiiiieiiiiee e 711.01 Fees, dependent...........meeooooooooooooooo 608.01(n)
?(I)I(;\f(\;f;b_le except as to form.....706, 707.07(a), File wrapper notation.............ccceevevveeiiinenns 1302.09
AlloWEd, REJECHON O 70604.706.05 Lo e 20113, 201.14
Allowed, Withdrawn appeal............. s 121502 MM eeeeeeessssnesesseeeeeeeee 608.01(m)
/gt\lltaeli;?;ttlvephrase(Seealso7Ind2e£|7r:13|toe 1. 2173.05(h) Function of machine..........ccccoviiinnnnn. 2173.05(v)
Amendment of (See also: Amendment)............. 714 Functlgnal ......................... e 2114, 2173.05(q)
ANGIYSIS.....ooeeooeee oo 904.01 Generic (See also: Generic claim).....806.04(d).
: o 2173.05(h)
CAlr;?]::)edentbass(Seealsom ..... 2173.05(e lllustrated by drawing............... 608.02(d), 2173.05(s)
o o Improvement (i.e., Jepson claim)..........ccccceeenee. 2129
BASIS N dESCPHON......vsvvv 608.01(0). 2171 INACCUTALE......uviiiieriiieee e 2173.03
Basis in disclosure..........ccccceviieeinineens 608, 2163.03 Incomplete 707.07(). 2172.01
Breadi. v 2103.05. 2104.09. L1308 - etinite 706.03(d). 2173
Broadening in reissue application....1412.02, 1412.03 Independent ] 608L017n
Dependent Claim.........cccoeevereiinenenenne. 1412.03 ndex.... . 4(*)7'19 0
Cancelaton by examiner afer appeal... 121405 g Ll 706,030, 2173.050
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Claim presented corresponding to claim of patent — Classification

Sec. No.

INfOrmal.......oovmiiiiii
International application
Interpretation......... 2111,2111.01, 2111.02, 2111.03
JEPSON....ii e 2129
Linking......806.04, 806.05(c), 809, 809.03, 821.04(a)
Linking, GenericC..........ccccvveeeeennen. 806.04, 821.04(a)
Linking, Traverse of rejection..............c........ 818.03(d)
Markush........ccccoeveeeeienreennenn, 2173.05(h), 2173.05(0)
GENENIC. . uviiie ettt 803.02
SUDGENUS.....oeiiiiiiiiie e 2173.05(h)
SUPPOIt..cceeee e 608.01(p)
Means (See also: Means)......cccvveveeviiiveeeeeniinnns 2181
MISSING. ettt 601.01(e)
Multiple dependent...........ccccooeiiiierieiniinnnnn. 608.01(n)
MUItIPIICItY...oeeviieiieeee 2173.05(h), 2173.05(n)
Negative limitation...........ccocceeviieiiiiieennne 2173.05(i)
New matter.........ccceeevrns 608.04, 706.03(0), 2163.06
Reissue application...........ccccevevveerinieennnen. 1411.02
Nonelected invention.....706.03(m), 821.01, 821.02,
821.04(a)
Nonelected invention, Added...............c.uuve.eeee. 821.03
Nonstatutory..........cccceeeeeves 706.03(a), 2105 to 2107
Nonstatutory, Cancellation....................... 1302.04(b)
NUMDErNG. ... 608.01())
Objection contrasted with rejection.................. 706.01
Official Gazette(O.G.).....coccvvveeeeiiiiieeeeeeiins 1302.09
Omnibus ClaiMm.........ccoieiiiiiiiieeeen 2173.05(r)
Ordinary and customary meaning....... 2106, 2111.01
Original......ccvviiee i 608.01(l
Patentably distinct.............ccccoieeeiiiieneenne 706.03(Kk)
Plain meaning of claim term...........ccccoccveene 2111.01
Plant application..........ccccvveeeeiiiiiereeeiinns 1605, 1610
Plural.......cceeiiii 706.03(k)
Priority (See also: Foreign application).....201.13,
201.14
Product, Functional...........c.cccocveviiiiiniienecnnn. 2114
Product by process...........ccccovunneeen. 2113, 2173.05(p)
Prolix (See also: Indefinite claim)........... 2173.05(m)
RaANQES. ...t 2131.03, 2145.05
Reference numerals included..608.01(m), 2173.05(s)
Reissue application
NUMbBEriNg.....ccveveeeiieeee e, 1453, 1455
Original claim subject to reexamination.......... 1440
Printed in Official Gazette.............ccccoecvvrennee. 1455
Same invention as original patent............. 1412.01
Underlining and bracketing................... 1453, 1455
REJECHION.....eeveiiiieeieee e 706, 2121 to 2186
Relative terminology.........cccccoevvvivieeiiinnn.. 2173.05(b)
Rev. 9, August 2012

Sec. No.

Renumbering at issue................... 608.01(j), 1302.01
Renumbering dependent.............. 608.01(n), 1302.01
Single means........cccccevevviiieiee e 2164.08(a), 2181
Single Sentence........ccoccveeveeeiiiee e 608.01(m)
Species, how recognized............ 806.04(e). 806.04(f)
Species (plural) added.............cccoevvveeinnenn. 818.02(b)
Statutory requirement..........cocceeeevieeeerieeenne 608.01(k)
Subgenus (Markush type).........ccocceeernee 2173.05(h)
Subject matter eligibility.....706.03(a), 2106, 2106.01
Suggested for interference......2304.03 to 2304.04(b)
Failure to make........cccoociiiiiiiis 706.03(u)
Time limit.....ccoeeeeiiiee e, 710.02(c)
Summary of invention, consistent............... 608.01(d)

Terminology basis in description..608.01(0), 2173.01,
2173.05(a)

Unsupported 2163.01, 2173.03
USE ClaIMS.....coviiiiiiieeiie e 2173.05(q)
Vague (See also: Indefinite claim).....706.03, 2171
to 2173
Varying SCOPE......ccovueieiiiiiiniiee e 608.01(m)
“Whereby” clauses in..........ccccecveennnee. 2106, 2111.04
“Wherein” clauses iN.........ccceeevvevveeeens 2106, 2111.04
With motion granted in part..........c.ccoocveerinneen. 714.20
Withdrawal of appealed claim......... 1214.05, 1215.03
Claim presented corresponding to claim of patent (See
also: Interference)......ccccceeeveeneeen. 710.04(a), 2304.4(a)
Appeal oOf reJection..........cccvevvvveiiieeeiiee e 1210
Disclaimer rejection.........ccccccceevcvierec e, 706.03(u)
Late amendment...........oooceiiiniiiienien e 714.19
Not a reply to Office action............cccceeveene 711.02(b)
Patent in different Technology Center........ 2304.01(b)
Period for reply........ccccccvveeveennens 710.02(c), 710.04(a)
Prosecution closed............ccccovieiiiiiiininiene,
Rejection.........ccceceveeeiiiiinnenn.

TC Director’s attention 1003
Rejection, Failure to reply t0.........ccceeevveenne 706.03(u)
SPeCial..cciiiiiiiiiiii 708.01
TC Director’s attention required................cocueeeee. 1003
Time limit for reply.......ccccoovveeiiiiiniee e, 710.02(c)

Claiming same invention.....706.02(f)(2), 706.02(k),

706.02(1) to 706.02(1)(3), 715

Class, SCOPE.....ccuveeieeiiiiiiee e 903.02(b)

Class, tranSfer...........ovvviviiieeiieeeeeeeeeeeee e 903.05

Class definitions..........ccccevviiiienieniieeeeen 902.02

Classification (See also: Patent classification)......900
Application (See also: Classification of application)
BaSiS.....coiiiiiieiie 903.02
BUlletin.........oeiiii e 902.04



INDEX

Classification examiner — Common ownership

Sec. No.

Definitions........cccccvvviviiieieieieeeee. 902.02, 902.02(a)
DESIgN...cciiiiriiieiiieiee e 903.09(a), 1503.01
Examiner (See also: Classification examiner)
Foreign patents.........cccceeveeeeiiieeeniie e 903.03
Harmonized subclasses........ccccccevvvvveeeinnnnnn. 903.06
Index to U.S. Patent Classification............... 902.01(a)

Classification, International............ccccc.o...... 903.09
INAICES.....uuiiiiiiiiiiiieeeer e 902.03
Information........cccccveeeee s 902.03(a)
Insight on USPTO Local Area Network....... 902.03(c)
International.............cccoociiiiiiiiiiii e, 903.09

Issue classification form/sheet/slip.....903.07,
903.07(b), 903.09, 903.09(a), 1302.09, 1302.10,
1302.13

Locarno International............ccccovvviiiennnnnne. 903.09(a)
MaNAALOrY........oiuieieee e 903.07
ManUal.........ocooiiiiieieiciee e 902.01
Patent classification Home Page on the

INEIMEL ...t

Nonpatent literature
Numerical index....................

OFEIS ..t
Patent, Change of..........cccccoeiiiieniiiniieeee
Patent Classification Home Page on the USPTO

INtranet..........cceeeiiei e 902.03(b)
PrinCiples.......cceeviiiiiiee e 903.02
REVISION.......cecvieeeeetie e 903.02(a). 903.02(b)
Rules governing applications...................... 903.08(e)
Statutory authority.........ccccevveeeiiiiiiiee e, 903.01
Subclass listS......uuuviveiieiiiiiiiieee, 902.03(c)
Classification examiner
Decision on classification........ 903.08(d) to 903.08(e)
Patentability report...........ccccooiiiiierininiiiennn. 705.01(a)
Classification of application.............cccecvverieeerineenn. 900

Allowed application.....903.07 to 903.07(b), 1004,
1302.10

Amendment affecting............ccccoviieiinnins 903.08(c)
Borderling..........cccveeieeiiiiiiieee e 903.08(a)
By applicant.........cccceeeiiiiiiiii s 601
Cross-referencing...........occveeeeeeniiiieeeennnines 903.07(a)
Disputed........ccceeveiieeiriieieenne 903.08(a). 903.08(d)
File wrapper data...........ccccceeeeviivieeee e, 719.03
Improperly classified.........ccccoieiiiininnen. 903.08(a)
In another Technology Center at
allowance.........ccccoveeveeneennen. 903.07(b). 903.08(a)

New application, by Office of Initial Patent
Examination (Office of Patent Application

Processing).......ccocccoveeeeiineenn. 903.08(a), 903.08(e)
New application, by SPE...........ccccccoiiineeen. 903.08(b)

Sec. No.
Post classifier.........cccccvviieeiennnine 903.08(e), 903.10
Preliminary........cocve e 601
Rules governing......c.cccccovveeevveeniiee e 903.08(e)

Transfer to another Technology Center.....903.08(a),
903.08(d)

Classifier, POSt........ccooevvvveeiiiiiiieeeeeen, 903.08(e). 903.10
Clean copy of specification............. 608.01(q), 1302.02

Clearance for new law interpretation......1003, 1207.02
Closed prosecution except for formal

MALEIS...vveeieiicrieieee e, 707.07()), 710.02(b), 714.14
Prosecution not closed...........cccceeeeveeeenininnnes 707.07())

Closing of U.S. Patent and Trademark Office.....201.13,
510

Code of Federal Regulations (CFR) (See also: Rules
Patent (Code of Federal Regulations))
Coinventor, Power of attorney.............ccccvveeeennne 402.01
Collateral estoppel (See also: Estoppel)......... 2012.01
Ex-parte reexamination............ccccooeeveereeeeninnnn. 2259
Inter partes reexamination...............cccceveeeeennen. 2659

Combination and aggregation.....2173.05(j), 2173.05(k)

Combination and subcombination.....806.05(a).
806.05(c), 903.02(b)

Comments on tests or examples............c.o.e.... 707.07(

Commercial activity as on sale (See also: On
Y1) P 706.02(c), 2133.03 to 2133.03(e)

Commercial success of invention, affidavit alleging (See
also: Affidavits, traversing rejections (37 CFR
001 12 ) TP 716.03, 1504.03
Commissioner for Patents (See also: Office of the
Commissioner for Patents)....409.03, 708.01, 720.01,
720.02, 720.03

Duty of Disclosure to 2001.03
Mailing address........ccccoveiiiiiieiiiiiee e 501
Statutory basis........ccccvveeeiiiiiierie e 1001
Commissioner initiated reexamination (See also:
Director initiated Reexamination)
Commissioner for Trademarks
Petitions decided by...........ccccveiieiiiiiineen. 1002.02(i)

Commodity Control List (CCL)........ceeevviiiieeeeiiinnen. 120

Common applicants.715.01(a). 706.02(f)(2), 706.02(k).
706.02(1) to 706.02(1)(3), 709.01, 2137

Common knowledge, use in rejections............. 2144.03
Common ownership.....706.02(k), 706.02(]) to
706.02(1)(3), 2137

Conflicting claims.....303, 706.02(f)(2), 706.03(k),
709.01, 804, 822, 2304.05

Evidence required for establishing........... 706.02(1)(2)
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Common representative for international application — Continuation

Sec. No.

Conflicting applications, same assignee.....303,
706.02(f)(2), 706.02(k), 709.01, 715.01(b), 804.03, 822

Sec. No.
Common representative for international
aPPICALION.....coiiiiiiiiiee e 402.09, 1807
Communication with suspended or excluded attorney
(o] g= (o (=T o | OO PP 105
Communications, official mailing address for.......... 501
Communication via Internet e-mail..................... 502.03
Comparative tests (See also: Affidavits, traversing
rejections (37 CFR 1.132))....ccccccverveeerrunennne 716.02(b)
Completeapplication..201.03, 506, 601.01 to 601.01(q)
Complete British specification..............cccccveenee. 201.15
“Comprising” as transitional phrase.................. 2111.03
“Comprising” in Markush claim..................... 2173.05(h)
Compact disc submissions........ 608.05, 2421.04, 2425
Amendments t0.......cccovevceenieiieeneenn 608.05, 2426
Computer programs.........ccceeeeeeeeeeeen. 608.05(a), 2425
Requirements.........coccveeriiee e 608.05
Sequence Listings..1823.02, 2420, 2422.03, 2424.01
Tables......cccoovviiennnnne, 608.05(b), 1823.02, 2424.01
Computer generated iCONS.........c..cceevveeennn. 1504.01(a)
Computer programs or software
Adequate disclosure..........ccooceveeiiiiiennennn. 2164.06(c)
Affidavit practice.........cooevvveiiiieeiniieene, 2164.06(c)
Best MOde.......ccooviiiiieiiiniccec e 2161.01
Deposit of listings.........ccccceevennnee. 608.05, 608.05(a)
Enablement.........cccccceeeiiiieneen. 2161.01, 2164.06(c)
Patentable subject matter...........ccccccoevvieeeeninns 2106
Printed in PG-Pub..........ccocciiie 1121
Undue experimentation..............cccceecvveenns 2164.06(c)
Written description..........ccccevviiieee e, 2161.01
Concealment..........cceevveevveeneeerenene, 608.01(h), 2138.03
Conception................. 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States
Classification..........ccccvvviiiencniic e 903.09
Concurrent Office proceedings...........cccccveeeviineenn. 2282

Conduct of ex parte reexamination proceedings..
Conduct of inter partes reexamination

ProCeediNgS......uvvvieiiiiieiie e 2654
Confidential citation of prior art.................... 2202, 2203
Confidential material...............c.c...... 121, 724 to 724.05
Confidential material submission................ 121, 724.02
Confidential party of interest...............c..c... 2202, 2203

Confidential status of application........ 101, 706.02(f)(2)

Same applicant.....706.02, 706.02(c), 706.03(k),
709.01, 804, 822, 822.01

Rule 1.53(d)....cccvveeeeeiiiiiieeeeiiiee e
Confidentiality, pending applications
Confidentiality of international applications
Confirmation NUMDEer...........cccooiiiiiiiiiie e,
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A-18

Conflicting oaths or declarations........................ 201.03
Congress, Inquiry on status of application by member

OF e 203.08(a)
Conservator, Authority recorded.............ccccveenne 409.02

Conservator, Legally incapacitated inventor....... 409.02
“Consisting essentially of” as transitional

PRraSE. . ..ot 2111.03
“Consisting of” as transitional phrase............... 2111.03
“Consisting of” in Markush claim.................. 2173.05(h)

Constitutional basis for patents............cccoeceeieiiiieneenn.
Constructive election (See also: Election of

S o 1=Tod (1) PSRRI 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexamination..........ccooceeevieeeeniieeenns 2230, 2630, 2654
Constructive reduction to practice...................... 715.07
Consular certificate...........cocveiiieeiriiiiiieee e 604.04
Consular certificate, Foreign executor or
administrator..........cccoovveeenieeennnen. 409.01(b), 409.01(d)

Consular certificate, Omission of
Consular OffiCer.......ccccviiiiiiiiiiiiiie e
Content of ex-parte reexamination request.......... 2214
Content of inter partes reexamination request.....2614
Continuation..................... 201.06(c), 201.07, 601.01(a)
Assignment carried from parent.............. 201.12, 306
Continued prosecution application (CPA).....201.06(d)
COPENAENCY ..ottt
Cross-reference to prior application
Definition

File wrapper continuing (FWC)....................
File wrapper/history notation
Final rejection on first action
Identification on letter of transmittal
Inspection of parent...........ccccceeennee
Inter partesreexamination of
International application.............cccccoevvivieeenn.
International application as parent.....
Inventor, at least one in common.....................

New matter.........cooueeviiiiveieeiieeees 201.07, 608.04(b)

Oath....ccccoooviiiieeeee, 602.05(a)
OWNEISNIP....ociiiiiee e 201.12
Parent application data in specification........... 201.11
Parent application data noted in file

history/Wrapper........cccccvveeviveeenneen. 202.02, 1302.04
Reference to parent application....................... 201.11



INDEX

Continuation-in-part — Copying ex-parte reexamination file by public

Sec. No.

Reference to parent application inadvertently

OMIEEEd. ...eiiiiiiiiie e 1302.04
REISSUE.....cevveieiieeeeeee e 1414,1441, 1451
RESLICHON.......cevviiieei e 819
Rule 1.53(b) 201.06(c)
Rule 1.53(d)..cccceriiriiiiiieiieeieenee e 201.06(d)
Rule 1.60 application, Former..................... 201.06(a)
Rule 1.62 application, Former..................... 201.06(b)
Terminal disclaimer, effect in..........cccoeevvvivenennnns 1490
Time for filing........coooviiiiii e 201.11
When patented, opens parent application to public
INSPECHION. ....eiiiiiieiie e 103
Written description requirement....................... 201.11
Continuation-in-part..........ccccceeeeuveen. 201.08, 601.01(a)
Assignment from parent does not apply............... 306
COPENAENCY ....eeiieeiiiiieee et 201.11
Cross reference to parent application.............. 201.11
DefiNition......cccvviieiiiic
Design application
Effective date...........cccceeene 201.11, 706.02, 2133.01
File wrapper continuing procedure.............. 201.06(b)
File wrapper/history notation................ccccee.... 202.02
Filed by aSSIgNEe.......c.eeeviieiiiiie e 324
Identification on letter of transmittal..................... 506
Inspection of parent...........cccevviiiiiieiiiniiiee e 103
Inter partesreexamination of...............ccccoeeeneen. 2611
International application
International application as parent.............. 201.11(a)
Inventor, at least one in common..................... 201.11
OWNEISNIP....iiiiee e 306
Reference to parent application....................... 201.11
Rejection over published priority document....2133.01
Rule 1.53(D)....cccoiiiiieiiiiiieniceic e 201.06(c)
Rule 1.62, FOrmer........coeeviiiiiieeeiiieeeeeean, 201.06(b)
Time for filing........oooovieiiii e 201.11
When patented, opens parent application to public
INSPECHION......c.uviiiee e 103

Continued Prosecution Application (CPA)..201, 201.06,
201.06(d)

Amendments before first Office action........ 714.01(e)
Application NUMDBEr..........cceeieiiiieiee e 503
Assignee right to take action.............coccveeeeeinnins 324
Certificate of mailing or transmission.................... 512
Complete non-provisional application.....601.01,
601.01(a)

Continuation-in-part not permitted................... 201.08
Continuity with parent..........ccccocoeeiieeinineennn 201.11
Correspondence........cccceeeeeeiivieeeee e 502, 502.01
Cross reference to previous application........... 202.02

1-19

Sec. No.
Design application.............cccc...... 201.06(d), 1502.01
Eliminated for utility and plant applications..201.06(d)
Express abandonment of prior application.....711.01,
711.02(b)
Fees
As of the filing date.............ccccceeernnee. 2164.05(a)
Reissue application...........ccccceveeiiciiereeeiiennen. 1415
Foreign Priofity......ccceeecveeerceee e 201.14
Improper CPA treated as RCE.....201.6(d), 706.07(h)
Information disclosure statement in parent.....609.02,
707.05
Inter partesreexamination of.............cccceeueenee 2611
Patent term......cocueeiieiiee e 1303, 2701
Plant application, no longer available.......... 201.06(d
PriOFItY. ..veeecie e 1302.04
Published as PG-Pub..........ccccocooiiiiiiiiiee 1120
REISSUE.....ci i 1430
Restriction requirement in prior application.......... 819
Suspension of action................
Terminal disclaimer, effect in
Utility application, no longer available......... 201.06(d)
Continuing application.......... 201.11, 1302.12, 1302.04
Specific reference.........coceviiivi e 201.11
Continuing data (See also: Cross-noting)......... 202.02
Continuity between applications............c.ccccco.... 201.11
Control of inspection by assignee.............cccceeennee. 106

Convention, International (See also: Treaties)....201.13
Converting nonprovisional and provisional

applications..........cccccveeveereerveeneenn 201.04(b), 601.01(c)

COPENAENCY ...t 201.11

Copending u.s. application
Common ownership................ 706.02(k), 706.02(1)(2)
Design application..........cccccceevviiiniieeiiinens 1504.20
Different inventive entities.....706.02(f)(2), 706.02(k),
706.02(1)(3)
Duty of disclosure in..........ccccoiiiieeeininnn. 2001.06(b)
Terminal disclaimer practice............cccocveeerinnee. 1490

Copied patent claim (See also: Claim presented

corresponding to claim of patent)
COPIEI COPIES .. iiiiiieeeeeiiiiee et 714.07
Copies of prior art with reexamination request
EX PArte.....coiiiiiieiiteeee e 2218
INter PartesS.......cevvveeeeeeiieiee e 2618
Copies of published applications..............c.ccveenee. 1128
Copy of foreign application, certified.................. 201.14
Copy of printed patent in reexamination
EX parte.....ccoveeeiii 2219
INtEr PANtES......eviiieiiiiiiiert e 2619
Copying ex-parte reexamination file by public......2232

Rev. 9, August 2012



MANUAL OF PATENT EXAMINING PROCEDURE

Copying inter partes reexamination file by public — Cross-noting

Sec. No.

Copying inter partes reexamination file by public..2632

COoPYHGNES....ovieiiiii e 608.01(v)

Relationship to design patents............ccccceeeeeneee 1512
Correction of drawing

Annotated sheets.........ccccoovvevviiiiiiiieenees

Approval by examiner...........ccccooeeiieeeeeninnns 608.02(x)
Deferrable........ccccovoveiiieiiiiienn, 608.02(b), 608.02(p)
Marked-Up COPY.......ccovueeeriieeriieeiniieeeeiee e 608.02(v)
NEeW matter..........coooiiiiiiie e 608.04
NOt @PProVed.......ceevviuiiieiiiie e 608.02(x)
Order fOr.....ooiiiiieiiieee e 608.02(x)

Replacement sheets ....1302.05, 1303.01

Correction inventorship
Application.........ccoooeeviiiniiie e, 201.03, 605.04(qg)
Consent of aSSIgNEe.......cccvveveeeiiiiiieee e 201.03
Continuing application...........ccocceeeviieeinineenne 201.03
During ex parte reexamination...................... 2250.02
During inter partes reexamination......2658, 2666.03
In a patent

By a certificate of correction............ 1412.04, 1481
By filing a reissue application.......... 1402, 1412.04
MISJOINAET ......eiiiiieeiiieeeee e 1412.04
PTO procedure..........cccouveveeeeiiiiieeee e 605.04(q)

Correction of name.......... 201.03, 605.04(b), 605.04(c)

Correction of patent.........ccccevviiieeee i, 1400
Byreexamination (See also: Reexamination,Ex parte
Reexamination, Inter partes )
By reissue (See also: Reissue application).....1401
to 1470
Certificate of correction....................uu... 1480 to 1485
Statutory disclaimer (See also: DisclaimerTerminal
AISCIAIMEN).uiiiieiiciiieee e 1490

Correction of PG-Pub.........cccoooiiiiiniiieee. 1130

Correction of reference citation......... 707.05(qg), 710.06

Correspondence (See also: Mail stop)
Address of PTO.......coooiviiiiiiiiiiieeceeeeeeeeen, 501, 502
Address in secrecy order applications.................. 120
Address of patent OWner.........ccocveeeeiiiiviee e, 2622
Address, official mailing............ccocceiiniiiinns 501
Address of a law firm.........ccccooiiiiii s 403
Associate attorney.........ccccceeevvciveeeeeiiiiiieeeeeens 403.01
Boxes (See also: Mail stop)
Continuing application...........cccccovveeerverennne 201.06(c)
Crossing in Mail........cccccooviiiiie i, 714.05
Duplicate filings...........cceuenn... 403, 502.04, 714.01(a)
Electronic mail...502.03, 713, 713.01, 713.04, 713.05
Facsimile transmission............c.cccceevneens 502.01, 2515
Identifying with issue batch number (no longer
FEQUIrEd)....eveieeeeiiiiee e 1303.01
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Sec. No.
Maintenance fee.......ccccooviiiiiiiiiineennis 2515, 2542
Plural attorneys.........ccccoveveeeeieiiiieiee e 403.02
Post AlIOWANCE............cvvvveeiiiieeiieiieiien, 502, 1306
Published application...........ccccccceeviiiiiienininnens 1134
Receipt and handling..........ccccoo e 500
Reexamination, ex parte..........ccoecvveeviiuveeeennnnns 2224
Reexamination, inter partes..........cccccoeeeeerneeenns 2624
Signature requirements..........ccccooecveeeeeriiinenn. 502.02
Third party, application published....................... 1134
With whom held
Counter-terrorism inventions, special status....... 708.02
Counting aCtiONS......coceeiiiiiirie e 1705
Countries for foreign priority........ccccceeveeeeiineenns 201.13
CoUNtry COOES.....uuiiiiieiiiiiieee e 1851
COUPONS. ...ttt
Court decision
Citation Of......veeiee e 707.06
Dissemination Of..........cccceeeeiiiiiiiiiiiiiiiin e 1720
Entry in patent file........c.ccooviiiiiiiii 2207
Treatment Of ... 1721
Unpublished decisions..............ccccvveeeiiiiiieeeeens 2677
Court of Appeals for the Federal Circuit
(CAFC).....711.02(b), 1002.02(k)(1), 1002.02(k)(3),
1214.06, 1216, 1216.01
Appeal to, from an ex parte reexamination........ 2279
Appeal to, in an inter partes reexamination.....2682,
2683
Court ordered inter partes reexamination........ 2686.04
Court papers, service on Director............cccccceuueeee. 1216
Cover sheet — provisional application........... 201.04(b)

CREATE Act (See also: Joint Research Agreement)
Credit Card Payment Form PTO-2038 reproduced..509
Criteria for deciding ex parte reexamination

FEOUEST. ... e 2242
Criteria for deciding inter partes reexamination
FEQUEST. ...ttt 2642
Cross appeal to the Board of Patent Appeals in inter
partes reexamination............coccvveeeeeeiiiiieeee e, 2674
Cross appeal to the Federal Circuit in inter partes
reeXamiNatioN........c.uviereeiiiiiie e 2683
Cross-noting
Data of parent application on file
wrapper/history........ccccceevviieeieennis 202.02, 1302.09
Data of provisional application in
SPECIfICALION. ... ..eeiiiiieriiie e 1302.04
Data of provisional application on file
WIapper/history......cccccveeivciiiiiee e 202.02
Data of related application in specification.....201.11,
1302.04



INDEX

Cross-reference — Declaration

Sec. No. Sec. No.
Foreign application cited in an application Reference.....706.02, 707.05(e), 707.05(f), 715,
0N 201.14, 202.04 715.01, 715.01(c)
Foreign application, file wrapper/history.......... 202.03 Technology Center stamp.......ccccceevviviereeennnns 714.18
In original patent file of reissue application......202.05 Date no longer entered on drawing................ 608.02(0)
Reissue applications...........ccccovevvveneennne. 1451, 1455 Date of execution of oath.............ccceeveeeviiennne. 602.05
Specific reference........cccoceiiiiiiei e, 201.11 Date stamp, Technology Center...........cccccceeenee 714.18
Cross-reference Death of attorney.........cocvvveiiiiiiieie e 406
Another application (See also: Death of inventor (See also: Administrator or
Cross-noting).....cveeeeeeeeeerveenennens 608.01(p), 1302.04 (SR q=101 01 (o] () ORI 409 to 409.01(f)
Art COlleCtioN.........ocueeeeeieiiee e 903.02(c) Deceased inventor
At allowance ...903.07, 1302.04 Allowance not withdrawn...............ccceevvvvvnnnen. 1303.03
(03111 0o [P R 707.05(e) Legal representative as applicant......409.01(a), 1820
Noted during examination............c...ccceuee... 903.07(a) Proof of authority of............c.cccoccoiiiiis 409.01(b)
Required for all claimed disclosure............. 903.07(a) Legal representative refuses to sign............ 409.03(c)
Crossed MailingS.......cccooveeeiiieeiniiie e 714.05 Deceptive intent (See also: FraudInequitable conduct)
Customary meaning of claim term.......... 2106, 2111.01 Biotechnology process.......cccccoocveeveeiinnnenn. 706.02(n)
Customer Numbers....402, 403, 711.04(c), 1807, 2515, Foreign filing licenses ....140, 706.03(s)
2540 INVENEOISAIP......voeececeeeeeeeece s 201.03
Change of address...........c......... - REISSUE....eevveeeeeeeeeeseeereseeee e e, 1402, 1414, 2012
Correspondence relating t0..........ccccceeeeeiiiiieneenn. 403 Decision
Customer Service Center.....104, 508.04, 608.02(z), By Board of Patent Appeals and Interferences...1213.
714.13, 1430, 1470, 1730 1302.14
Customer Service Window.....103, 501, 502, 505, DiSSEMINALION OF.........v.veeveeeeeeeeeeeeeeeeen 1720
710.02(e). 714.13, 1430, 1470, 2422.09 Ex-parte reexamination...............cccceveeevninnen. ﬁ
Inter partesreexamination.... 2681, 2682
Reconsideration of...........ccccceiiiiiieninnis 1214.03
Treatment Of.......ccccoooviiiiiiee e, 1721
Citation
Ex-parte reexamination rehearing request........ 2240
D Governs examiner's action..........cccoocveeeviieenieeesnneens
) LISTEO. ... it
D-10 not!ce ............................................... 130, 1304.01 Ordering ex-parte reexamination
D-11 NOLICE....ciiiiie e, 1103 Ordering inter partes reexamination (See also:
Damage, Proof of irreparable......................... 409.03(qg) Reexamination, Inter partes: Decision on the
Databases (See also: Electronic databases) request for reexamination)
Date Public availability...........c.ccoovveeiiiiieiee s 103
Amendment.....505, 511, 512, 710.01(a), 710.05, Publication Of........cccccooiiiiiiiiiie e 707.06
714.18 Declaration (See also: Oath).......ccceeeeererveeererennnnns 602
Citation of foreign patent............ 901.05(a). 901.05(b) AMENAMENL. ..ot 602.01
CONVENTION.....eiiiiiieeeiiee e 201.13 Attached to SPecification................ccoe....... 605.04(a)
Filing.....201.11, 502, 503, 505, 506. 506.02, Change of inventorship............cccceveveeeevevenene. 201.03
1002.02(b) o Copies, filing Of......ccovviiiiiiiee 602
“of EFS-Web transmissions.............ccccueeeee. 502.05 Copies from prior application..................... 201.06(c)
Filing, Refusal to accord...........coo......... 06,02, 2133 Date of eXeCution...........ccoecveeriieeiniie e 602.05
Foreign application (priority)...201.13, 201.14, 201.15 DefeCtiVe......vviiiiiiece 602.03
Invgntion """""""""""""""""""""""""""" 2137.2138 Delayed filing........ccuevieiiiiiiiiei e 506
Ma.mtenar.lce e 2500 Executed before alterations made............... 605.04(a)
Office aCtioN.......ccocvveiiiiieiiieee e 707.11 Facsimile transmission...................._ 502.01, 602
Office stamp........cccceeneee. 502, 505, 506, 512, 714.18
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Declarations, conflicting — Deposit rules

Sec. No.

Foreign priority applications listed..201.14, 201.14(c),
202.04

International application...1820, 1893.01, 1893.01(a),
1893.01(a)(1), 1893.01(a)(2), 1893.01(a)(3).

1893.01(e). 1893.03(a), 1893.03(b), 1893.03(g), 1895,

1896

Inventor refuses to sign or cannot be found.......... 603
MINOT, DY ..eiiiiiiieie e 409
NON-ENglish......ccoooii 602.06
Plant patent application............cccoccvveiiieeeniiirenns 1604
Refers to preliminary amendment....... 601.01(a), 602
Reissue application..706.03(x), 1414, 1414.01, 1444,
1455

Signed before alteration.............ccocceeirnenn. 605.04(a)
SUBSHIULE. ...eeee e 602.02

Declarations, conflicting............cccccovviiiieieninnne. 201.03

Declassified matter............ccccvveeiiiiieeeeeennnen. 707.05(f

Dedication to the public..........cccoocviininnnnnen. 715, 1490

Defective oath.........eeeveveiiiiiei, 602.03
In reissue application..........cccccccveveeeiiiiiine e 1414

Defects, correction of, in request for ex parte

FEEXAMINALION. ....oeiiiii ittt 2231

Defects, correction of in request for inter-partes

reexamination.............cooocciiciiiniiiii e 2231

Defense, applications affecting........ 115, 120, 130, 140

Defensive publication citation......................... 711.06(a)

Defensive publication program............ccccceeeueeee. 711.06

Deferral of examination...........cccceeeeeeeiiiiiiiiiiiinieeeens 709

Definition of Class.......ccccvveiiiiiiiiee e 902.02

Delegation of Director’s authority.....1001.01, 1002,

1002.02

Demonstration at interview...............cccceveeeeennee. 713.08

Denial of request for reexamination.....2247, 2247.01,

2647, 2647.01

Department of Energy (DOE).....115, 140, 150, 151,

706.03(b)

Department of Commerce, Organization Orders
30-3A CIted...coiviiiiiiieeee e 510
30-3B Cited....cceeeeeeeeeeee e 510

Dependent Claim.........cocovveviieeiiiieeniee e 608.01(n)

Objected to when base claim is canceled...608.01(n),
707.07())
REISSUB....cuiiiiiiiiiiieiee s 1455

Treatment in inter partes reexamination....... 2660.03

Dependent claim, objected to when
IMPIOPEr.. ...

Deposit aCCOUNL.........cuvviiieieiiiiee e
Authorizations...........ccccevveenieiennnee.
Extensions of time
International applications......1827.01, 1850, 1875.01
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Sec. No.
ISSUE fee.....cceiviiiiiiiiiiiiieeeee 1303, 1306, 1308.01
Maintenance fee.... ...2510, 2515, 2522
OVEIAraWN. ....cceeei e 509.01
Petition fee........cocveviiiiii 711.03(c)
RefUNAS....ceeiiieeeeeeeeeee e 509, 607.02
Replenishment..........ccccoceiiiiiiiiiiec e 509.01
Mailing address........ccccocveevveeiiieeenie e 501
Deposit Account DiViSiON.........c..eeeeeeeiiiieneaennne 509.01
Deposit of microorganisms (See also:
Biotechnology)......... 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence...........cccoeveeeevieeeeniieennns 502
Depositions
EVIAENCE.....cvvvviiieeeeeeeeeecee e 1901.02, 2013
Of @XamiNer.....c.ccooiviiiieiii i 1701.01
Deposit rules (See also: Biotechnology)............. 2400
Acceptable depository........cccccevveeeiiiieeinineennne 2405

Background information............
Biological material, definition
Biological material, made or isolated without undue

experimentation...........coceevvee s 2404.02
Budapest Treaty (See also: Treaties).........c....... 2402
Budapest Treaty depositories..........cccecueeeeernnnee 2405
Depositories, Current list of Budapest Treaty......2405
Effective date........cccevvvveineeiiiieeiice 2401, 2402
Examination procedures............ccoccveeeiiiiineeenanne 2411
After grant.......oooceveviieeeiiiee e 2411.04
Application in condition for allowance except for
AEPOSIt....evviiie e 2411.03
Certificate of correction...........c..ccoccveeeeenn. 2411.04
Content of application regarding deposited
Material..........eeeeeiiiiiieie e 2411.05
Need for 37 CFR 1.312 amendment......... 2411.03
REISSUL....cciiiiiiiiiii e 2411.04
Rejections based on deposit issue............ 2411.01
Responses from applicant 2411.02
Furnishing of samples..............occoociiiiiinne 2410
Access to depositS.......cccvverrviieriieeeiiineen, 2410.01
Certification of accessibility of deposit......2410.02
Conditions of deposit...........cccceeeeeiiiiieeenn. 2410.01
Exception to removal of restrictions.......... 2410.01
Restrictions removed upon grant............... 2410.01
Known and readily available biological
Material..........oooeiiiiiie 2404.01
Budapest Treaty deposit............cccceveeernee 2404.01
Continuity of acCess......c.ccoevvvvveeeiiiiviinenn. 2404.01
Deposits certified as available................... 2404.01
Health, safety restrictions............ccccceene. 2404.01
Indicia of “known and readily available”.....2404.01
Material capable of self-replication................ 2403.01



INDEX

Deputy Director of Patents and Trademarks — Design application

Sec. No.
Direct self-replication............cccoceevvvvrennnen. 2403.01
Indirect self-replication............cccccoevvrenee. 2403.01
Need for a deposit.........cceeeeeiiiiiieieennnines 2402, 2404
Plant material...........cccoooiiiiiiiee e, 2403.02
Plant Patent Act, Relation to............cccoccvveenee 2403.02
Reference to deposit in application......2404, 2404.03
Implication, presumption................. 2404, 2404.03
Requirements of 35 U.S.C. 112.....2164.06, 2404,
2404.03
Replacement or supplement of deposit.............. 2407
After a patent has issued............ccccceeernne 2407.02
Exemption from replacement.................... 2407.05
Failure to replace.........ccccoovvevien i, 2407.03
In a pending application/reexamination
ProCeediNg.....cceeeeiiiiieeee et 2407.01
Reason for replacement.............ccoccveenee. 2407.04
Replacement not recognized..................... 2407.06
Treatment of replacement, presumption of
TAENTILY. ..o 2407.04
SEEUS. ...t 2403.02
Term of depoSit........ccceevvieiiiiiiiiee e 2408
Budapest Treaty term..........ccccoeviivieeeeeniinennn. 2408
Enforceable life of patent............ccccceeeeviinenn. 2408
Time for making original deposit.............c.ccuve..... 2406
Assurance regarding deposit before paymentof
ISSUE fEE...civviieieeeeeee e 2406, 2411.03
Corroboration............ceeeicveeeniie e 2406.02
Description in application specification......2406.01
During application pendency...........c..ccccuueee.. 2406
Loss of U.S. filing date in other countries...2406.03
NEW Matter.......cccoovveveeririerieeiee e 2406.01
Patent Cooperation Treaty applications.....1823.01,
2406
Post-issuance deposits..........cccoecvvieeeeeiienennn. 2406
Viability of deposit.........ccccceeviviieiiiiiiienee, 2409
Viability statement..............

35 U.S.C. 112 requirements
Deputy Director of Patents and

Trademarks........ccccocvveveennienieneeee, 1002.02(0), 1202
Derogatory remark regarding prior art............ 608.01(r)
Description

Basis for claim........ 608.01(0), 706.03(c), 2161, 2163

Computer programming
Detailed.......c.ooevieeiiiiiee e
International application
Design application...........ccccooviieiieiiiiiiiieee e, 1500
Analogous art.........cccceeerivveennnneenne
ANtiCIPAtioN......ccoviiiiiee e
Application, elements Of..........ccccceeeiiiiiiiininninne 1503

1-23

Sec. No.
Articles, design comprising multiple.......... 1504.01(b)
“Average observer” test..........cccocvvirieeininenn. 1504.02
Benelux Designs Convention (See also:
TreatieS)....cccveeeeviriiee e eerireer e 201.13, 1504.10
Characteristic feature 1503.01, 1504.01(a)
(@1 F=1 1 T 1503, 1503.01
Combining references..........cccccovciiiieeeininenn, 1504.03
Commercial SUCCESS..........ccvevviriiienienneein 1504.03
Computer generated iCONS..........ccccceeennee 1504.01(a)
Continuation application............ccccccveveeininenn. 1504.20
Continuation-in-part (CIP) application........... 1504.20
Continued Prosecution Application (CPA).....1502.01
Convention, International.................. 201.13, 1504.10
Copending applications.................. 1504.06, 1504.20

Copying, evidence of, to rebut obviousness...1504.03
Copyright, Relationship to

Definition............. 1502
Description 1503, 1503.01
Disclaimer...........ccccccuvvnns 1503.01, 1503.02, 1504.04
Disclosure..........ccovveeeens 1503.01, 1503.02, 1504.04
Divisional application............c........... 201.06, 1504.20
Double patenting.......c.ccooecvveeeeeiiiiieneennn. 804, 1504.06
Drawing.........c..cc.... 1503, 1503.01, 1503.02, 1504.04
Broken lines................. 1503.01, 1503.02, 1504.04
(0701 (o] SRR
Trademarks.........ceeeiviiiiiee e 1512
EFS-WED....cueiiiiiiiee e

Embodiments, alternate or multiple
1504.01(b), 1504.05

Enablement.........ccccoviiiieiiinnnn, 1503.02, 1504.04
European Community Design treaty.............. 1504.10
Examination.....1504, 1504.01, 1504.02, 1504.03,
1504.04
Expedited Examination...501, 1002.02(c)(3), 1504.30
REISSUL.....coiiiiiiiiie e 1457
EXpert tesStimony..........ccccoveviiinieiniiee e 1504.03
Feature emphasized............cccccooviiveieeninnen. 1503.01
Fee, filiNg....c..ooii 607
REISSUEB.....cceiiieeeeeeee e 1457
Fee, ISSUB....cuiiiiiiieiiierce e 1306
Font, type....coo 1504.01(a)
Foreign priority................... 201.13, 1504.02, 1504.10
German application...........cccceveeeivivnenennn. 201.14(b)
More than six months before U.S. filing.....1504.02
Functionality........c.cocevviiincciiee 1504.01(c)
Obviousness and............ccccevveiiiienncnineen 1504.03
Hague Agreement (See also: Treaties).....201.13,
1504.10
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Design patent series — Director initiated reexamination

Sec. No.
Hidden end use.........cccccoeviiiiiiiiiniieee, 1504.01(c)
Hidden feature 1504.02, 1504.03, 1504.04
Icon, computer generated..............ccccuee.. 1504.01(a)
Indefiniteness................. 1503.01, 1503.02, 1504.04
Library collections relating to..............c....... 901.06(a)
Modification, description............ccccveeeeviuvnenn.. 1503.01
Multiple embodiments...........coccceeviieeiiieeenns 1504.05
Multiple parts of article...........ccccceeeviineeee. 1504.01(b)
New matter....1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design for.........cccvvveeiiieeiiie e 1502
ODbDVIOUSNESS....coieiiieee e 1504.03
Obviousness-type double patenting (ODP)....1504.06
Offensive subject matter...........c.cccecveennnee. 1504.01(e)
Ornamentality lacking..........cocccoeeeeniinnnen. 1504.01(c)
Patent Cooperation Treaty 1501, 1502.01
Patentability.....1504.01, 1504.01(a) to 1504.01(e),
1504.02, 1504.03, 1504.04
Petition, Special Status..................... 708.02, 1504.30
Petition to accept color drawings or
photographs.........cccoeeiniiiiniiienee. 608.02, 1503.02
Photographs........cccococeeiiieiiniinennne 1503.02, 1504.04
Preamble........ooiiii s 1503.01
Priority under 35 U.S.C. 119.....201.13, 201.14(b),
1504.02, 1504.10
Priority under 35 U.S.C. 120............. 201.11, 1504.20
References supplied............ccocceeeen. 707.05(a), 1513
Quayle actioN.........ccvevieeiiiiiiiee e 1504
Registration abroad........................ 1504.02, 1504.10
Reexamination, inter partes.........c.cccocceeeeninne 2611
REISSUEB.....ci i 1457, 1512
Request for Continued Examination (RCE)....1502.01
Request for Expedited Examination.............. 1504.30
ReStHCHON. ...

Reissue................
Rules applicable
Scope of claim...1503.01, 1504.04, 1504.05, 1504.06

Sec. No.

Title e

Amendment of......................

Use of Trademarks in 1512
Trademark, relationship t0........cccccceeviieeviinennee. 1512
Type foNtS.....cccueeiieiee e 1504.01(a)
Utility patent, relationship to............ccccceueee. 1502.01
Visual characteristics...........oovvvvviieeiiieeiiieee e 1502
Written description lacking.....1503.01, 1503.02,
1504.01(a), 1504.04

Design patent series (See also: Patent)............. 901.04
Designated office.........ccccevvienennnnenn. 1801, 1893.01(a)
Designation fee - PCT........occooiiiiiiiiiienenas 1817.01(a)
Designation of states..................... 1817.01, 1817.01(a)
Detailed description (See also: Specification)
Determination of public use or on sale.....706.02(c).
2133.03

Determining if a Reexamination Was Filed for a

Patent.. ..o 2632.01

Digest (See also: Cross-reference: Art collection)

Dictionary as a source for the ordinary and customary

meaning of a claim term................ 2111.01, 2173.05(a)

Diligence
Charts for priority........cccceeeveiiiieee e 2138.01
Filing application...........coccoeiiiiiiiiieiien e, 2138.06
Filing reiSSUE......cevvieiiieiiiiee e 1403
Interference practice..........ccccovviveveeeiicivnenennn. 2138.01
Of actions during regulatory review............... 2757.01
Reasonable..........cccccoviiiiii e 2138.06
Shown in 37 CFR 1.131 affidavit.....715.07, 715.07(a)
To overcome a rejection..........ccceeeeeeeeeiveeeennn. 2136.05

Director of Technology Center..402.06, 708.02, 714.13,
714.25, 715.08, 720.01, 804.04, 1002.02, 1002.02(c),
1207.01, 1207.02, 1207.03, 1207.05, 1208, 1214.04,
1308, 1308.01, 1901.06, 2248, 2249, 2265, 2274, 2283
to 2286, 2648, 2667, 2682, 2686.01

Search......cccoooviiieiii, 1504, 1504.02, 1504.03
Secondary considerations.............ccccceeeerinne 1504.03
Simulation..........oocoieei e 1504.01(d)
Specification........ccccveeiiiiiiieee e 1503.01
Use of Copyrights iN........ccceveeiiiiiiiieiiiieee. 1512
Use of Trademarks in.........ccccceevviviieneeeniinennn. 1512
Statutory bar, foreign application......201.13, 1504.02
Statutory subject matter....................... 1502, 1504.01
Surface ornamentation.....1502, 1502.01, 1503.02,
1504.01, 1504.01(a), 1504.01(c), 1504.03
Surface treatment or indicia...........c.coceevrivenn. 1503.02
Term of v 1457, 1502.01, 1505
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Functions 1002.02(c), 1003
TC 1600......ciiiciiiiiiiee e 1002.02(c)(2)
TC 2900......ciiiciiiiiiieee e 1002.02(c)(3)
TC 3640.....ceiieiiiiiieee e 710, 1002.02(c)(1)
Director of the USPTO
Authority and functions.....706.03(b), 708.01, 709,
711.02, 714, 719.01, 1001, 1002, 2203, 2242, 2284
Publication of confidential decisions 103
Withdrawal from issue.............ccceeviiiiiininnns 1308
DECISIONS....ciiiiiiiiiee e
Mailing address........cccccoveviiiie i 501
Notices (See also: Publication)............c...... . 707.06
Orders (See also: Publication).......ccccceeennes . 707.06
Director initiated reexamination................... 2212, 2239



INDEX

Disbarred attorney — DNA

Sec. No.

Disbarred attorney (See also: Attorney or agent:

Suspended or excluded)
Disciplinary proceedings.........cccccevivuiieeeeniniiieeeeennne 402
Mailing addresSs.......cooviiieiiieiieiee e 501
Disclaimer (See also: Terminal disclaimer)
Co-author of publication.............cccceeveeennee 715.01(c)
Copy required in reexamination
EX PAIe..ccivieiiiieiie it 2214
INtEr PAtES.....ooieeeiiiiieeee e 2614
Defensive publication............ccccoooeiiiniiinenn. 711.06
Design application........... 1503.01, 1503.02, 1504.04
FOMMS. .ot 1490
ProCesSiNg......coocveiiiiiiiiiiiee e 1490
ReJeCtioN.......ccvvvieeiiiiieiiece, 706.02(k), 710.02(d)
SEALULOIY. .o 1490
Terminal..........ccceevenne. 706.02(k), 804, 804.02, 1490
Disclosure (Seealso: Duty of disclosureSpecification)
ADSEFACE. ... 608.01(b)
Amendment 608.04, 1302.02
Amendment, Preliminary.............cccocceeneenn. 608.04(b)
Best Mode (See also: Best Mode).....608.01(h), 2165
Chemical compound...........ccceeeiiieeeeennnnne 608.01(p)
Claimed........ccvviieiiieee e 901.03
Common, parent and continuing applications...201.11
Completeness.......ccccooeieeeeeiiiiienenn. 608.01(p), 2164
Computer programming cases....2164.06(c), 2161.01
Correspondence with claims.......... 2163.05, 2173.03
Design application..........c.ccccceeveuveeennn.
Detailed description...........cccocvveriveeiniieeennns
DULY Oficiiiie e
Enablement (See also: Enablement)
Foreign application...........cccccvvveeeniiereniineennee.
IMPLCIt. ..o, 2144.01
Incomplete.......... 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible...........ccccoiiiii e 702.01
Incorporation by reference (See also: Incorporation
by reference)....cccccceeecccieeeienicineen, 201.17, 608.01(p)
Insufficient..................... 608.01(p), 702.01, 706.03(c)
Later filed application............cccccoeveeennerenne 608.01(p)
Operability.........cccccevvevieiereeeiennn. 716.07, 2164.08(b)
Original claim..........ccccevevvevverneenne, 608.01(l), 2163.06
Preliminary amendment..............cccceevveeennee 608.04(b)
Related applications..................... 608.01(p), 1302.04
Requirements for.........occveiiiiiiiiiiee e 2161
Reservation clause............cccocvveiiieeiiieeennne 608.01(e)
Restricted to claimed subject matter............. 1302.01
Secrecy order, Material subject to..............

Specification (See also: Specification)

Sec. No.

Sufficiency for continuity............coccveeieiiinnen.
SUFICIENCY OF e
Support for claims..........coceviieeiiiiicieee e,
Trade NAME.....cccocvviiieiiece e
Trademark.........coooveeieeiiiee e
UtIItY .o 608.01(p), 706.03(a)
Written (See also: Written description)............ 2163
DiSCOUMESY.....uviiiieiiiiiieee e 714.19, 714.25
Dismissal of appeal
Disposals counted......................
Distinct, definition..........ccooevviiiiiiiiiiee e,
Distinct inventions.................. 802, 802.01, 803, 806.05
Apparatus and product made...................... 806.05(g)
Distinct processes
Distinct products.........ccoccvveinieeeiiiieeniiee e,
Process and apparatus for its practice........ 806.05(e)
Process and product made................cceeee... 806.05(f
Divisional application..................c...... 201.06, 601.01(a)

Assignment carried from parent application....201.12,
306

Continued prosecution application (CPA).....201.06(d)
COPENUENCY ...t
Design application...........ccccceeeeeinnnes

Drawing, Transfer of

Effective date.........cccccocvveininenn.

Filed by assignee 324
File wrapper continuation (FWC)................. 201.06(b)
File wrapper/history notation............ 202.02, 1302.04
Inspection of parent application..................c.cc....... 103
Inter partesreexamination of..................... ....2611
Inventor, at least one in common A1
NEW MALEr.....ccviiiiiriiieiee e 201.06
Oath...coceiiiiiiiiee e 201.06(c), 602.05(a)
Ownership carried from parent application......201.12
Patented, Opens parent application to
INSPECLION......uviiiiiiiiiiee e 103
Reference to parent application........ 201.11, 1302.04
REISSUE.....covieiiiiiiieeeeiee 1414, 1440, 1450, 1451
Rule 1.53(D)...c.ccvviiniiiiiiiiiiicnec e 201.06(c)

Rule 1.53(d)....

...201.06(d)

Rule 1.60, Former 201.06(a)
Rule 1.62, FOrmer.....cccccovvieiiiiiiniieeinieeee 201.06(b)
SIGNAtUIE.....eeiiiieiiiece e 201.06(d)
Time for filing.....cccoooveiveie e, 201.11
Written description requirement............c.......... 201.11

DNA (See also: BiotechnologyNucleotide
SEQUENCES)...eveeeeeiiireeeeaenerens

Enablement
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Docket report — Drawings

Sec. No.
Searching......cccccveviiiie e 901.06(a)
Sequence listing 2422, 2424, 2431
Special status for recombinant........................ 708.02

DOCKEL rEPOMt......veeeiiiie et 1704
Doctrine of collateral estoppel (See also: Estoppel)
Doctrine of dedication to the public............cccccee... 715
Doctrine of equivalents........ 2138.05, 2173.05(b), 2186
Doctrine of segregable parts..........ccccceeeennne 1504.05
Doctrine of unclean hands.........ccccoeeeeeeviiiieieinnnnnnn. 2010

Document, Disclosure
Electronic (See also: Electronic

PUDBLICAtIONS)..cceiiiiiieeieeiieee e

DoD Directive 5230.25 120

DoD Security AGreement.........ccooveeerveeerineeeenieennnns 120

Domestic representative............ccceeeeveeeeeeeennns

Double correspondence................cc.......

Double inclusion in claim

Double patenting..........ccccoeviiieieeeeiiiiee e 800
Avoiding rejection....... 706.02(k), 706.02(1)(3), 804.02
BaSIS....eiieeiitieri 804
Between one or more applications and a published
application that has not been abandoned............. 804
Claimed subject matter...........c.ccceevvieeiiineennnn 806.01
Commonly owned cases, treatment................ 804.03
Copending applications....................... 706.02(k), 804
DEfiNItION. ... 804
Design applications/patents................... 804, 1504.06
Different inventive entities............... 706.02(k), 804.03

Distinct and independent inventions
DOMINALION......cveiirieiiie it 804

International applications...........ccccceeviiiiieeeeennines 804

Obviousness type (ODP)......cccccvviiiieeeeiiiiiieeeee
Design application...........cccceeevviiveneeeiinnes

Plant applications..........cc.eeeieiiiiiiiiiiiiiieee e 1601

Reexamination...........ccccceevvvereeennnns

REJECHION.....ciiiiiie e 804
NONSEALULONY.....iiiiiiieeeeeeeeeee e 804
(0] 0171010 LU 804
Prohibition, 35 U.S.C. 121.......... 804.01, 821.04(b)
Provisional.................. 706.02(k), 706.02(1)(3), 804
Specification, use of..........cccccveiiiiiiieie i, 804
StAtULOrY..ocvveieiiieieeeeeee s 804, 804.03

Rejection nullification............ccoccoeiiiniiienenn. 804.01

Restriction previously required.............. 804.04, 1003

Same assignee..........cccvvevennn. 706.02(k), 804.03, 822

Same inventor.....806.04(h), 806.04(i), 806.05, 822,

822.01

Species and genus............c.c....... 806.04(h). 806.04(i)
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Sec. No.
Subject matter not patentably distinct................... 804
Subject to joint research agreement.....804, 804.02,
804.03
Submissions to TC director...........cccceevvvvvvnnnnns 804.04
Terminal disclaimer effect.....706.02(k), 804, 804.02,
1451, 1490
In a reissue application.............ccceeeeeriiinenenn. 1451
Drawings.....ccuuveeeiiiiiiieie e 507, 608.02
Amendment..........coceeeveneennn. 608.02(p), 714, 1302.04
In ex parte reexamination......................... 2250.01
In inter partes reexamination................... 2666.02
In reissue application...........cccccvevieeeiieennne 1413
Prior to publication of PG-Pub....................... 1121
Amendment, Direction for..........ccceeeeeeeennnnnn 608.02(q)
Amendment, Disposition of orders for......... 608.02(x)
Amendment support by original claim......... 608.04(a)
Annotated sheets...................... 608.02(v), 608.02(w)
Brief description.........ccccoeviviiiiiiieeniiieee 608.01(f

Canceled figure

...608.02(t)

Canceled sheet 608.02(t)
Canceled sheet, patent..........cccccooveeinneenne 608.02(i)
Canceled sheet, transfer.........cc.cocovveeveevnnnnns 608.02(i)
(070] (o] SRR 608.02, 1503.02
Colored plant..........cccvveeeeiiiiienieciieee e, 1606
Complete illustration...........ccccceevviiieeeennes 608.02(d)
Completeness 608.02(e)
Computer listS........ccovvieeiiiiiiiree e, 608.05
CONSISLENCY......eeeiieeeeiiiiiea e 608.02(e)
Content Of......ceeviiiiiiie e 608.02(d)
Correction (See also: Correction of
Arawing)....ceeeeeeerveeeenierenseeeennnens 608.02(p), 1302.05
Incorporated into PG-Pub.................... 1120, 1121
Reversed figure numbers............ccocvvenee. 1302.04
Design application..1503, 1503.01, 1503.02, 1504.04
DISCIOSUNE.....ciiiiiiiiiie et 608
Divisional application....................... 608.02, 608.02(i)
EFS-WeD....ccoiiiiiiiiiiee e 502.05
Examiner determines completeness........... 608.02(e)
lllustrates claim.........coccvveeeeiiiiiiee e 608.02(e)
Informal........ccooeiiiiii 507, 608.02(b)
Interference prints........cccccceevviiiieieeeniineenn. 608.02(m)
International application...........cccoccveviieeinierennne 1825
Kept in application...........c.ccoevieeeeiiiinnnenn. 608.02(c)
LOSt. i 1302.05(a)
Modification illustrated............cccccoevveinieennne 608.02(f
Marked-up COpY.......ccovveveeeernns 608.02(v), 608.02(w)
Necessary for filing date............cccccceeen. 506, 608.02
New drawings required...........cccccoovveinnnenne 608.02(a)



INDEX

Drawing correction — Duty of disclosure

Sec. No.

New, handling........cccccooviiiiiiiiiiiie, 608.02(a)
New matter............ccouue 608.04, 706.03(0)
New, when required..........ccceeevvviereeeinennnn. 608.02(a)
Not received..........ccooevvveerieiieennnnn 608.02(h), 1825
NOt required...........eeeeeriiiiieee e 608.02
NOt returned.......c.coeevveveeeiiiiiiee e 608.02(y)
Objection..608, 608.01, 608.02, 608.02(b), 706.03(0),
1503.02, 1504.04
Official Gazette figure..........ccooeeeieeiiiiiineen. 1302.09
Omitted drawings.........ccccvveveeennnns 201.17, 601.01(qg)
Patented file........cccovieiiii 905.03
Petition to transfer from another application..608.02(i)
Photographs..........ccccveenee. 502.05, 608.02, 1503.02
Placement in file wrapper...........cccccevueeennee 719.01(b)
Plant application............ccccceeeiiiieeeeeniines 1603, 1606
Print (See also: Print of drawing).....608.02(m),
608.02(n)
Prior art........ccooevvieneciiicicceen 608.02(g), 2125
Provisional application...........c.ccccceeeeeiiiieneenn. 608.02
Reference characters.........cccoceviiieiniieeennns 608.02(e)
Reference characters, change.................... 608.02(w)
Reissue application...........ccccooeeiieveeinnines 1411, 1413

No longer transferred from original patent......1413
Removal from Technology Center............... 608.02(c)
Replacement drawings for publication in
PG-PUD....ooiiiii 1121
Replacement...........cccccoveviniennnn. 608.02(h), 1302.05
Reversed figure numbers...........cccceeeeeevnnneee. 1302.04

Review by Office of Initial Patent Examination (OIPE)
(Office of Patent Application Processing

(27N ) ISR 507
Required by examiner...........cccccceevivrenineennnen. 608.02
ReqQUIrEMENES......ceveeiiiiiiiee e 608.02
REtUM ..o 608.02(y)
Section lINES.......occvvieieiiiieie e 608.02(f
Security markings........cccoeevvvuveree i 121
SUDSHEULE. ... 502, 608.02(h)
Sufficiency, determined by examiner........... 608.02(e)
SYMDBOIS.....cvviieeiii e 608.02
Trademarks....... .o 1512
Unacceptable........ccccovviiiiieeeiiiec e, 608.02(b)
Drawing correction...........cccccevveveeeeennnen. 507, 608.02(p)
Annotated sheets...................... 608.02(v), 608.02(w)
Approval by examiner..........cccoccvveeniveennnennn 608.02(x)
Marked-up CopYy.......ccocvveeernnnnnen. 608.02(v), 608.02(w)
New matter.........cooioiiee e 608.04
Order fOr. ..o 608.02(x)
PG-PUD.....oooiiiiiiiii e 1120, 1121
Replacement sheets............ 502, 608.02(h), 1302.05

Sec. No.
Required........ccoevieiiiiiiiiieee e 507, 707.07(a)
Dual correspondence 403, 714.01(d)
Due Care ShOWiNg.......ccccvveeiiiiiiieee et 2734
Duplicate amendments (See also:
AMENdMENt)....c.cocveeeiriieeriiee e 719.01(a)
Duplicate claims..........cccoooiiiiiiiiiiieee, 706.03(k
Duplicate foreign patents..........cccceeevvveenineennne. 903.03
Duplicate papers for plant applications.....1603, 1605,
1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733,
2762
Compared to duty to disclose material
INformation..........ccccvveveeiiiiiiee e, 2001.04
Information disSClOSUre..........ccocoviieniiiiiciiceee 609
Reexamination............cccooviiiieriiiiiiiee e 2280
Duty of diSCIOSUre........ccuvvivieeiiiieee e, 2000
After patent grant........c.occcevvveeeviiee e, 2003.01
Aids to compliance.........ccccoviiiiiiiniie e 2004
ChecKIiSt.......oooeiiieeee e, 2004

Compared to requirement for information...704.12(a),
2005

Compliance With..........ooooiiiiiiie e, 2004
Continuing applications............ccccc.oue. 2001.04, 2004
Copending applications................... 2001.06(b), 2004
Copied claims 2001.06(d)
Duration Of.....ccoeeeeeiiiiiiiiiiiiiieeeeeeees 2001.04, 2003.01
Foreign applications...............ccceveeeiennen. 2001.06(a)
Information material to patentability.....2001.04,
2001.05
Litigation information............cccccooveeeiiinnene 2001.06(c)
QUESHIONNAIIE.......cvvveeee e 2004
Reexamination
EX parte.. ..o 2014, 2280
INter partes........ccooveeeeviieencncenneennn 2003.01, 2684
Reissue application.....1406, 1414, 1418, 1448,
2001.06(c), 2003
Sources of information...........ccccceevviiiiieennns 2001.06
To Whom owed.........cceeviiiiiiieeiiec e 2001.03
Violation Of.......c.eeeiiiii 2010
Claims invalidated............cccocooeeiiiiiiiiieeens 2016
Protest... ..o 2013
Reexamination...........ccccovviieiie i, 2014
REISSUB....coiiiiiiiiiiie et 2012
Rejection of claims in reissue application....... 1448
WhO haS.....ccooiiiiiiiiiii e 2001.01
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Easily erasable paper — Electronic Processing of Information Disclosure Statement

Sec. No.
E
Easily erasable paper...608.01, 714.05, 714.07, 714.19
Effective date
Declassified matter..........c.ccovvvenviiiieneennnn. 707.05(f)

Reference patent.....706.02, 706.02(a), 707.05(e),
707.05(f), 715, 901.05(b)

Effective filing date
Continuing application................ 201.11, 706.02, 708
Continuation-in-part...........cccceeecveeeeeeeniineenn. 2133.01
Foreign priority effect.........c.cccocvvenee. 201.15, 706.02
International convention (See also: Foreign
applicationTreaties).......cccccveveeeeererererceeeennneen. 201.13
Provisional application............cccccocveeiiiiiennnnn. 706.02
Publication..........cccoooiniiieniiicei e 715.01(c

Eighteen-month publication (See also: Pre-Grant

Publication (PG-Pub))

Election (See also: RestrictionElection of

SPECIES) . uuueeeeeeeeiiiee e e e ettt e e eieee e e e e e e e e e 800
Action on nonelected claims.............ccccvveeeeeeeeenns 819
After multiplicity rejection............ccccevneen. 2173.05(n)
After restriction.........oooooeeeei e 818
Applicant must make..........cccocveeviiieinieeennnen, 818.03

Between applications, Conflicting claims.....804, 822,
822.01

CONStrUCHVE.......ccveeeeeeeveeereeene 818.02(a), 818.02(c)

In reissue application...........cccccoecvvieeeeeiiinennn. 1450
Fixed by action on merits............... 818.01, 818.02(a)
Implied.......cccovviieiieee e 818.02(a), 818.02(c)
INtEMEIENCE......cvveeeeeee e 819
Optional cancellation............ 818.02(c)
Original presentation...........cccccoevciieeeeeninne 818.02(a)
Shifeeee e 819

Treatment of nonelected claims.....706.03(m), 821 to
821.03

In reissue application............ccccoeuiieeeeniiinnnnn. 1450
With traverse.....818, 818.03, 818.03(b), 818.03(c),
821.01

WithOUt traverse........cccocvvevvienicniecne e 821.02
Election of species
Allowable generic claim lacking................... 809.02(a)
BaSIS....ccciiiiieiie 806.04, 808.01(a)
Canceling species claims...818.02(c), 821.01, 821.02
Design application............ccccovvveiiiieeiniieennns 1504.05
IMplied......cccooveiiiieeeiiecceeee 818.02(a), 818.02(c)
Reissue application...........ccccoeiiieiiiiiiiiiineenne 1450
Requirement..........cccccceevviiiiieeenens 806.01, 809.02(a)
Requirement, prior to search....................... 808.01(a)
Species claims lacking.................. 806.01, 818.02(b)
Electronic access to published applications.......... 1128
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Sec. No.

Electronic databases (See also:
PALMPAIR)....706.02(e), 719.05, 901.06(a), 902.03(e),

1730
Cassis DVD-ROM........ccccoovveeeiiiieniiee e 902.03(d)
Chemical abstracts services..........ccccceeviunnen. 905.06
Derwent’'s World Patents Index (WPI).............. 905.06
DIAl0Q. .. e 905.06
e- Official Gazette — Patents (eOG:P)................ 1703
EAST ... 719.05, 902.03(e)

Full-text and full-page images of U.S. patent related
databases.........ccoceeiiiiiien

INPADOC.... ..ot
LEXIS-NEXIS. .. uvvirirriririieiiiieeieieeeee e e
Official Gazette Notices
Patent Grants Database
Questel-Orbit........ccccveeeeiiciiiiee e,

TESS (Trademark Electronic Search System)....1703,
1730

Electronic Business Center (EBC)..........c.ccceeeunee. 1730
Electronic document..............cccoceeiieiieenneenn, 707.05(e)
Electronic filing system-Web (EFS-Web).....502.05, 503

Actions permitted by registered users............. 502.05
Actions permitted by unregistered users......... 502.05
Alternatives to using EFS-Web........................ 502.05

During unscheduled outages (EFS-Web
Contingency OpLioN).........ccvvveeinieeeniineennne 502.05

Certificate of TranSMISSION.........cccovvvveeriieeiiieenne 512
Document description codes...........cccoccuueeeennn. 502.05
Document formats.........cccceeveeiiiiiinieiiiiiieeenn 502.05
Electronic Acknowledgement Receipt............. 502.05

Ex parte reexamination request and follow-on
PAPEIS. ...ttt e e e e e e e e e 502.05, 2224

Inter partesreexamination request and follow-on
PAPEIS. ..t 502.05, 2624

Petition to accept unintentionally delayed payment of
maintenance fee..........ccccovvvvinnieinnennns 502.05, 2590

Pre-grant (eighteen month) publication submissions
Vidi e 502.05, 1121, 1129, 1130, 1132, 1133

Reissue application and follow-on papers.....502.05,
1410

Electronic funds transfer to replenish deposit

ACCOUNL.....uuuiiiiriiririeirieieeeeeeeeeeee e e e e e e s ssssessssnrnraenes 509.01
Electronic Information Disclosure Statement
(BIDS) et 609.07

Electronic mail.....502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS)....302.10,
502.05

Electronic Processing of Information Disclosure
Statement........ooooi s 609.08




INDEX

Electronic publications — Examination of application

Sec. No.
Errors (See also: Correction  of  patent)
Correction of patents..........cccveeevniiieiee e, 1400
Deceptive intent..........ccoooceeeeiiiiieneennn. 140, 2022.05
REISSUE......ccoeeivveviiiieeieeeee, 1401 to 1470
Title dOCUMENES.....coivieiiiiiieieie e 323
Withdrawal from iSSU€.............ceoeeiiiiiiiiiiciiiis 1308
Essential material...............cccoooeeeeviiiiiinnnnns 608.01(p)
Establishing subclasses..........cccccoovveninennnne 903.02(c)
Estoppel
Abandonment............ccccce i 711.03(c)
Collateral.........veeeeeiiiiiiee e 2012.01

In ex parte reexamination....
In inter partes reexamination

Sec. No.
Electronic publications
Availability as prior art..........cccocceeeeeiiniiiieeennnnne 2128
Citation Of....ccvveviviiiiiiiiieeeeeeeeee 608.01, 707.05(e)
Hyperlinks to 608.01, 608.01(p)
Search for.......ccoocoeeieei e 904.02(c)
Employee number.............occoceeiens 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,
property interest in patent...........ccocceeveiieniieenineene 309
Unavailable to sign oath or declaration as
INVENTOT....eiiiiie et s 409
Enablement........c.ooooveeiiiiiiiieiiiiieeeee, 706.03(c), 2164
Burden on the examiner...........cccccceveeevnvneenn. 2164.04
Commensurate in scope with claims............. 2164.08
Critical feature not claimed.................... 2164.08(c)
Inoperative subject matter..................... 2164.08(b)
Single means claim.........cccccovvveeennnenn. 2164.08(a)
Compared to ULility.......ccoooiiieieeiiiiiieeeeee 2164.07
Design patent application............... 1503.02, 1504.04
Duty or disclosure of information relevant to...2001.04
EVidence Of........occoeeeiiiiiie e 2164.05
Examples of enablement issues.................... 2164.06
Form paragraphs used to reject.................. 706.03(c)
Reduction to practice..........cccceeriieeereenniuiiennn. 2164.02
Relationship of predictability.............ccccoeeenee 2164.03
Specification must be enabling
As of the filing date.........c..ccocciiirnnne 2164.05(a)
To persons of ordinary sKill................... 2164.05(b)
Test of enablement.............occcoeviiiiiiinniienn, 2164.01
35 U.S.C. 112, sixth paragraph limitations.....2181,
2185
Energy, Department of.............c.ccccueeee. 115, 706.03(b)
Energy, related applications, special status........ 708.02
English language faulty, new specification.....608.01(q)
English language required.................... 302.02, 608.01
Enrollment and Discipline, Office of (See also: Office
of Enroliment and Discipline)

Entity, small, claiming status as (See also: Small entity
status)

Entry of amendment (See also: Amendment)....714.18

Entry of “Contents” of file wrapper...................... 719.01
Entry on face of file wrapper............. 719.02, 719.02(b)
Environmental Quality Program.............ccccceeenee. 708.02
Equity (civil action)

Under 35 U.S.C. 145......ccccvivieeenen, 1216, 1216.02

under 35 U.S.C. 146......cccccceeviieiiiiiienieenee e 1216
Equivalents in art........ccccccoeevcvveeennn. 904.01(b), 2144.06
Erasable (specially coated) paper...................... 608.01
Erasure in specification, before allowance....... 1302.01
Erasure in specification, before execution.......... 608.01

Defensive publications...........cccccevvieeeniineennne.
Different inventive entities and commonly owned
applicationsS.........cueeeiiiiii e 804.03
INterferencCe........oveeeeeiieeiiiiiiieee e 715, 2138.01
Reasons for allowance.............cccocvvvvennnnnen, 1302.14
Reissue proceedings........ccccceeeeiiiieeeeenininenn. 2012.01
Statutory, inter partes reexamination.....2601, 2612,
2614

Terminal disclaimer...........c.cccccvvviiecnnnn. 804, 804.02

European Community Design treaty (See also: Treaties)
European Patent Convention (See also: Treaties)
European Patent Office (EPO).....120, 609, 901.05,
905.06, 1801, 1823.02, 1827.01, 1840, 1840.01,
1843.02, 1850, 1851, 1857, 1860, 1865, 1865.01,
1893.03(q), 2422.04

AAArESS. .. 1865
As a PCT Chapter | international searching
AUENOMIY. .o 1840.01
As a PCT Chapter Il International Preliminary
Examining Authority.........ccooeeeeeiiiiiienee e, 1865.01
Evidence, of public use or on sale.....2133.03 to
2133.03(b)
Evidence submitted with protest....................... 1901.02
Examination guidelines for applying reference under 35
U.S.C. 102(€)...uveeeiveeeeiiieeniieeiiieeeniiee e 706.02(f)(1)
Examination of application.............cccocceeiiiiniinnnnn. 700
Accelerated Examination...............c.cccueenn. 708.02(a)
Confidentiality during..........ccoocveeeiviiiieeeee e, 101
Deferral Of.......ooviviiieiiiiiieeeee, 709, 1002.02(d)
Order Of ..o 707.02, 708 to 708.03
Piecemeal........cccocoveviiiiiiiinnns 707.07(a), 707.07(q)
PUIPOSE.....coiiiii e 701
REISSUE......ccoiieeeeeeeeeeeeee, 1440, 1443, 1445
Request for SIR.......cccccoiiiiiie e 1103
Secrecy order application...........ccoccvveeeeeiiiiiieeeenn. 130
Statutory authority.........cccoceeeiiieeireeee e 701
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Examiner — Examiner’s letter

Sec. No. Sec. No.
SUSPENSION OFf..ceeiiiiiiiiiiieiiiee e 709 Claim lost in interference..........ccccocoeeeiininnenen. 2308
Examiner Claim, nonstatutory, canceled................... 1302.04(b)
Y3 10§ PN 707 Claim, numbers identifying......... 1302.01, 1302.04(q)
ACLION COUNLEd.......uvvvvrieieieieieieieeeeeeeeeee e, 1705 Claims, nonelected invention, canceled.....821.01,
AFIIAVIL ... 2144.03 821.02
Assignment of application for examination...903.08(h) Copending application data brought up to
Assignment of ex-parte reexamination............. 2236 AALe.. e
Assignment of inter partes reexamination......... 2636 Defensive publication................
ASSISEAN. ... eeevveeeeeeseeeeeeeeeeeee e 707.01, 707.02 Deposit account charge
Citing prior art in an issued patent Drawing correction...............c.......
INAPPIOPHIALE. ......ceoveeececeeeeeseeee e 2203 Extension of time required for..................... 706.07(f
Classification (See also: Classification Formal matters.........cccccvevvveeennenn. 1302.01, 1302.04
EXAMINET) .. eiiieiee it e e e e ee e e e et re e e e e e 903 IFW applications..........cccueeeiiiniiiiiieeiieeene 1302.04
Consultation with Reexamination Legal Advisor Informalities corrected 1302.04
(RLA)....ccoieiieeine 2633, 2671, 2676, 2679, 2686.01 Non-compliant amendment, treatment of.....714,
DiISPOSAIS. ......vviiiiiiiieriiecre e 1705 1302.04
Duty of candor and good faith to.................... 2001.03 NO new matter.........cccooeiiieeeiiiiiieee e, 608.01(0)
Employee number............. 711.04(b), 905.03, 905.05 Plant patent application practice.............cccccueene 1610
Expressing opinion of validity............c.cccevvveeene 1701 Reexamination
Name....cccoooe 502, 707.09, 1302.13 EX PAre. e 2287
New action indicated by primary...................... 707.01 Inter-partes
Previous action by another examiner Canceling rejected claims............... 2671, 2687
Allowed ClaimsS.........ccoovviivieiiiiiee e, 706.04 Correcting formal matters.......... 2687, 2687.01
INEEIVIEW. ..o 713.01 In merged reissue/reexamination........ 2686.03
Search Not permitted if approval required....... 2687.01
Primary To the Title......c.ccc....... 2660.02, 2686.03, 2687
Actions requiring personal attention.....707.01, Reference citation corrected....................... 707.05(q)
714.16, 715.08, 1004 Title of application
Name on file wrapper........cccccoceeeiineeennnen. 1302.13 Examiner’s
Pursuit of bounties prohibited..............cccccceeene 1701 Appeal conference not held................. 1003, 1207.01
Reasons for allowance...............cccoooviieennnn. 1302.14 Counted as a disposal..............
Resigns, old cases special............ccccovcvveennnen. 708.03 New ground of rejection
Suggestion of allowable claims.................... 707.07(j) New interpretation of 1aw............c.cc.ccevevurunne. .
Supervisory (Seealso:Supervisory patentexaminer) TC Director’s attention required
Telephoning attorney..........cccccevvveenee 408, 1302.14 Reexamination
Testimony as patent expert. ... 1701.01 EX PAIE.....vvveevereeeeeseseesssseeeeseeseesseseesseeees
Time and Activity Report.............ccccceceeee 1704, 1705 Inter-partes
Time reporting for ex parte reexamination......... 2238 REPIY BT,
Time reporting for inter partes reexamination.....2638 Special StAtUS..........co.oveveeeereeereeereererereenenen.
Treatment of protest............occevviiiieniniinens 1901.06 Examiner’s letter (See also:
Examiner docket, time, and activity recording.....1704, AbandonmMeNt...........coocveveeniiiiieee e
1705 Advisory action..........cccevveeriineennne.
Examiner Reissue Guide and Checklist................ 1443 Amendment after final rejection...
Exami_ner’§ action (See also: ActionLetter. Arguments answered............cccveveereeniieeninnns
Examines s 330208 Concelaon of onelecad ... 62101, 52102
P Claim allowable except as to form.....707.07(a),
Abstract changed by......608.01(b), 1302.01, 1302.04 707.07(j), 710.02(b). 714.15
By initialing........cocoveiiiiiiiiiece e 1302.04 CIaIM SUMMANY. .. evveeoeeeeeeeeee e 707.07(i
Claim, antecedent basis in description........ 608.01(0)
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Examiner’s search facilities, use regulations — Experimental use

Sec. No. Sec. No.
Complete and clear..........coccceeeviiiiiieeciiiieenn. 707.07 Reviewed by examiner...........cccoccveveeniniiieneeenn.
Copies of references.........ccccceevverieeiineenne 707.05(a) Shortened time for reply
Copy to applicant.........ccccevveiriiee e 707.12 Signature........coceeveveeeiniieenne
Correction, period for reply............. 707.05(g), 710.06 Statement of rejection..........cccccccvvviieiinenn.
Correction of citation...........ccceveviiieereeninnne 707.05(q) Status letter reply........cceeviieee e,
Date stamped.........ccocvveivieeiniiieiiiie e, 707.11 Statutory basis........cccoceveiiiiiiii
Decisions, Cited...........ocevvvveeieeiieeeeieeeee e, 707.06 SUMMATY....ceiiiiiiieeiiie e
Drafting criticism in first Office action.......... 608.02(a) Supplemental..........cccooiiiieii e
Election of species required, concluding undelivered.........ccvvevieiiiciiiieeeesieee e
paragraph........ccccooveiiiiii 809.02(a) Examiner’s search facilities, use regulations........... 510
Examiner signature at end of letter.................. 707.09 Example, COMMENtS ON.........coovvereeerereennn. 707.07(1
Examiner's amendments............... 706.07(f), 1302.04 Example, Operative................c........ 608.01(p). 2164.02
File wrapper entry........c.cccocveneenneene 707.10, 719.01 Example, Prophetic, simulated or predicted....608.01(p)
Final rejection, clearly stated.............ccceevnneen. 706.07 Excess number of claims for fee, after notice of
Final rejection, concluding statement.............. 706.07 AlloOWANCE......o e 714.16(c)
Final rejection, patentability report.............. 705.01(a) Excess number of claims over number of claims
First action, includes drafting comments.....608.02(a) previously paid for.........ccccvvienennne. 714.01(e), 714.10
Formal matters.....707.07(a). 707.07(e). 707.07(j). Excluded attorney or agent.....105, 407, 713.05, 714.19
714.02 Execution of oath...........ccoevveeiviivieeeeinnnn, 604, 605.04(a)
Full anticipation, expressions used.....706.02(c), Executive Order
706.07(d) NO. BABA ...t
Informal application...........cccccooeeeiniieinieee e, 702.01 NO. 9424, oo
Initialed by examiner............ccccooiienieiiiiienenn. 707.08 NO 10,006......0eeeeeeeeereeeeeeeeeerereer e e eeereeeseens
Language in rejecting..................ccc..ccewee. 707.07(d NS 1 S
MaITING. ... 707.12 NO. 12,598, .. cvieeeeeeeeeeeeeeeeeeerereeeen e
Memorandum Cited...........cccceeeeniiiienieiiiiieen. 707.06 NO. 13,292, .o 115, 121
New drawing required............cccocceovienernnn. 608.02(b) Executor or administrator
New examiner, primary examiner indicates.....707.01 Allowance and iSSUE............c.ocovvreeveererenn.
Notices Cited........cuueeieiiiiiiiieeeee e, 707.06 Application by, after discharge..................... 409.01(c)
Numbering of paragraphs...............c..c......... 707.07(k) Assigned application, inventor dies............. 409.01(e)
Omnibus rejection.............c.ocoiiiinins 707.07(d) AUNOTIEY ... 409.01(b)
Orders Cited........ooocuveeiieiiiiiiie e 707.06 Consular Certificate.....mmm 409.01(b)
Outstanding requirements..............cccceeeueene 707.07(e) FOreign CoUNtrY.......cooovvvevvveennn. 409.01(b), 409.01(d)
Personal matter excluded..................... ....707.07(d) Heireeeeoii . 409.01, 409.01(a), 409.01(b). 409.01(d)
Piecemeal prosecution..............c.c.ccccoeenes 707.07(g) Intervention not required...........c...ccococvee..... 409.01(f)
Power of attorney invalid or lacking..................... 402 Joint inventors, inventor dies........................ 409.01(f
Preliminary amendment in new case...709, 714.01(e) Specification form.........cccooevveeveeeeeeeeeeeean. 605.05
Primary examiner signs......... 706.07, 707.01, 707.09 EXPIDIL. .. 608.03
Primary examiner’s attention required, list.......... 1004 Exhibit, Affidavit under 37 CFR 1.131.....715.07,
References, citation.....707.05 to 707.05(g), 901.04, 715.07(d)
901.05(a) Exhibit at iNtervIeW.............ccoevevereereceereceereeeenas 713.08
Refusing entry of amendment after Board Exhibit, handling..........ccccooviiiiiiiniiiiicee 608.03(a
ECISION...oooooeie s 1214.07 EX PArte qUESHONS. .....v.evveeeeeeeereeeeereeeeeerserees 713.06
Expedited Right of Appeal Notice........... 2671, 2673.02
Experimental use (See also: Public use).....2133.03,
2133.03(e)
Requirement for information....................... 706.02(c) Commercial exploitation....................... 2133.03(e)(1)
Restriction requirement...........cccccvevveeiiieenne 803, 817 Completeness of the invention............. 2133.03(e)(3)
Returned.........coceeiiiiiiiiiicce e 707.13
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Expert testimony — Fee

Sec. No.
Factors indicative of......2133.03(e)(4), 2133.03(e)(5)
Intent to experiment.................. 2133.03(e)(2)
Reduction to practice 2133.03(e)(3)
Testing by third party.....2133.03(e)(5), 2133.03(e)(7)
Testing, developmental......................... 2133.03(e)(6)
When experimental use ends............... 2133.03(e)(3)
EXpert teStimony........c.covieeeiiiieeniiee e 1504.03
Expiration date of patent (See also: Term, Patent)
Adjustment under 35 U.S.C. 154.....2710, 2720, 2730
DESION...covieiiieiieeiie e 1502.01, 1505
Extension under 35 U.S.C. 156.............. 2750 to 2764
Plant........ooouuiieeieeeeeee s 2701
UBIIIEY .o 2701
Export control of patent applications....................... 120
Exposure of papers during interviews........ 101, 713.07
Expounding patent law..........ccccevveeeiniieeenieeennne 713.02
Express abandonment................cccoccueeeenn. 711,711.01
To avoid publication of application......... 711.01, 1125
Express Mail depoSit.........ccooveeiiieeiiieeeiiieeenieeee 513
Express Mail Procedure in ex parte
reeXamiNatioN. .......c..ueiieiiiieiee e 2224
Express Mail Procedure in inter partes
reexamination..................... 2624, 2665, 2666, 2666.05

Express Mail service.502, 506.02, 511, 513, 711.03(c),
1216.01, 2510

Expunge information in application file..724.05, 724.06,
1002.02(b). 1002.02(c)

Extension of shortened reply period.............. 710.02(e)
Extension of time........ 706.07(f), 710.02(e), 1002.02(c)
For filing brief.....1203, 1205.01, 1206, 1208, 1215.04
For filing continuing application................... 201.06(c)
General fee authorization.............ccccceceennne 710.02(e)

Reexamination
Ex parte....cooocoii, 1002.02(c), 2265

Inter partes 2648, 2665, 2672, 2682

REQUESL......oeieeiieeiecieeciecie i, 710.02(e), 1002.02(c)
Extension, patent term (See also: Term, Patent)
Extraordinary situations

Abandonment, revival..............ccoeeeriiiienennn 711.03(c)

Deferring iSSUE........ccovvvviiiiieiiice e 1306.01

Interview after iISSue..........coccevvieeiviieeniiicenen, 713.10

Reexamination, eX parte..........cccccceeeviiveeeeennnnnne 2274

Reply period reset.........ccocvveviiieeiniiinnieee e, 710.06

Suspension Of FUIES.........cccvveeeiviiiiiee e 1002

Time to file. s 1205.01

Withdrawal from iSsue...........ccovveeeiiiiiiiennnne 711.01
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Sec. No.
F
Facsimile transmission
Assignment documents...........ccce.c..ee 302.09, 502.01
Central Number.........ccccceovviiiieeceeie. 502, 502.01
COrreSPONAENCE......coiuveiieee e e 502.01
Declaration or oath...........cccccevvvvivieeerieneneeeenen. 502.01
PCT international application.....1805, 1834.01, 1865,
1893.01(a)(1)

Maintenance fees........ccccvvviiiieieiiiiiinieeeeeeeeeeee, 2510
Permitted types of correspondence................. 502.01
Prohibited types of correspondence................ 502.01

Reexamination
EX parte.....oooooiiiieii e 2224
INEr PAIES...cciviiiiieeiieee e 2624

Secrecy order application, not permitted..120, 502.01
Federal Circuit (See also: Court of Appeals for the

Federal Circuit (CAEQ))
Federal holiday
Abandonment date...........ccccccvviiiiiriiiienenenn. 711.03(c)
Appeal brief.....ccccocviiiii 1205.01, 2274
Civil @CHION....coiiiiiiieec e 1216
Continuity between applications...................... 201.11
Effect on reference.........ccccceeevicieiiininnenn, 706.02(a)
Effect on Express Mail service.............ccoeveeennns 513
Filing date........... 502, 502.01, 502.05, 505, 512, 513
Foreign application copendency............c......... 201.13
Foreign patent........cccccceevviiveeeeeicinnen. 2135, 2135.01
Maintenance fees.......ccooovevivveeieiviereeennnn. 2504, 2506
Papers not received..........cccceeeeiiiiiiii i 502
Period for reply ending on..........ccccceee... 505, 710.05
Prior art effective date.......cccceeveeeeeinnnnnn. 706.02(a)
Provisional application copendency 201.04(b)
PTO business hours.........cccccoveeiniieniieeiiice 510
Reply period.........ccooeeiiiiiiiiiiiieeee 710.05
Statutory bar........oooeiiii 2133
Statutory period........cccceeeveiiiierieiiiiieeee e 710.01(a)
Unscheduled closings.........ccccovviieiieniiiiiennenn. 201.13
Federal license rights.......ccccoooiieeiiiiiiee e, 310
Federal Rules of Civil Procedure
Rule 8(b) cited..........ovviiiiiiie e 410
Rule 11(b)
(031 To [PPSR 402
Reproduced..........coooiviiiiiiiiiiiei e 410
Federal Telecommunications System......... 408, 713.01
Fee (See also: Refunds)
AdAreSS... .t 2540
APPEAL......eiiiiii e 1204
Assignment recording...........ccceveeeeeiiiiiereeeinnns 302.06
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Field of search — Filing date of reexamination request

Sec. No.

Credit card payment of..........ccceeuvneen. 509, 706.07(f)

Current amounts available on USPTO Web site...509,
1730

Examiner's amendment
Extensions of time........ccccvvvvvvieeeiieiiiiiii,

Dependent claims.........cocccveviieeenieeennnen.

Deposit aCCoUNt.........ccooiiiiieiieiiiiiieee e
Inadequate.........cceeeeiiiierie i 509
International application....................... 1810, 1827

Basic national fee for national stage
entry.....502.01, 502.05, 509.03, 512, 1805,
1828.01, 1834.01, 1893.01(a), 1893.01(a)(1),
1893.01(c), 1893.02

NON-ElECIIONIC.......cciieeeeeiieee e 607
Nonprovisional application...................... 601.01(a)
Provisional application............cccccceeeveuens 601.01(b)
Reduction for small entities............c.ccoouveene 509.02
Reexamination
EX parte.......ooooiiiiieeee e 2215
INtEr PArteS.....ccovvveieieieiei e 2615
Reissue
RetUM..ooii e
Small entity......ccceevviieeriiieiiee e, 509.03
Issue (See also: Issue fee)
Maintenance (See also: Maintenance fees)
Payment.........cccccceiviiiienennne
by EFS-Web
Petition t0 revive.........ccccce i 711.03(c)
Publication fee....... 1126, 1133, 1303, 1306, 1306.03

Reduction of basic fee for international applications
containing large sequence listings and/or

tADIES ... 1823.02
Reduction for small entities........ccccccevveeeeeeeenn. 509.02
Field of search.....708.03, 904, 904.02, 904.02(a), 1701
Notation in file.......ccccceeviiiiieecs 719.05, 904
Field of search, notation by examiner.....705.01(a),
719.05, 904, 904.02(a)
Figures (See also: Drawings)

File Information Unit (Record Room)..102, 103, 711.04,
711.06, 1730

File wrapper/history (See also: Image File Wrapper

T ) TSR 719
Action entered........cccvvvvveveiiiiiiiiie, 707.10
Allowed case data entered.............ccoccvveennen. 1302.09
Amendment endorsed...........c.c.c........ 710.05, 714.18
Arrangement Of Papers........cccoceeviveeiineennnne 719.01(a)
Assignment endorsement...........cccceeeeeiiiieeeeeinnns 303
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Sec. No.

Civil action disposition
Classification data....................
Classification hiStory..........cccoccvveeiiiieeiiieenns
COMPIELENESS......veeeeiiie e
“Contents”, ENtry iN.......ooviieeeeiniiieee e,
Continuation, Former Rule 1.62 (FwceC)
Public access.......ccccceeeeiiiiiiiie e, 103
[ LSS (o3 1T o USRS 819
Correction Of €rror............coooeeeeeeeeccciiiierinnes 719.02
Data entered on
Field of search...........ccccoociiiiiiiiiiieeeeee,
Field of search, patentability report............. 705.01(a)

Foreign application cross-noting...202.03, 1893.03(c),
1895.01

Foreign filing date entered on........... 719.06, 1302.06
Index of Claims.......ccocoviiiiiiiiie e
Licensing and Review stamp
Name of applicant changed........................
Notes to application of another party.................... 101
Papers iN.......occciiiie 719.01
Parent application notation on.......... 202.02, 1302.09
Print of drawing..........ccccovvieiniiiiniiiciniees 719.01(b)
Printout of search history...........ccccccocovvcinnnen. 719.05
Relation of application noted on......... 202.02, 719.07
Residence changed...........cccocoviviiieininenns 719.02(b)
Return of paper entered on...........c.cccoecvvveeen. 719.01
“Searched” box entries...........ccccovieiiiniiinenn. 719.05
“Searched notes” box entries............ccceevvvveenne 719.05
Signing by primary examiner.............c......o.... 1302.13
Statutory period ends on nonworking day....... 710.05
Files RepOSItOry......cccevvveveiiieciiie e 711.04(b)
Filing date.......... 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA).....201.06(d)
Effective, prior application.....201.11, 706.02, 2133.01
EFS-WED....ccoiiiiiiiiicce e 502.05
Express Mailing date...........ccccoeviiienenn. 506.02, 513
Foreign application, Convention date (See also:
Foreign application).....ccceceeevvverrerene. 201.13, 201.15
International application............ccccceeeeeiiivieeeenens 1810
Later filed application as disclosure............ 608.01(p)
Patent Cooperation Treaty (PCT).......ccccveevverens 1810
Petition..506.02, 513, 601.01(b), 601.01(c), 601.01(f),
601.01(g)
Refusal to accord.........ooovveeiiiiniiiiiieiiiiieee 506.02
Review of refusal to accord............c.cccecvvvennee. 506.02
Subsequent publication as disclosure......... 608.01(p)
Filing date of reexamination request
EX parte.....ccoveeeiiie 2215

Rev. 9, August 2012



MANUAL OF PATENT EXAMINING PROCEDURE

Filing fee — Foreign application

Sec. No.
INtEr PAItES.....vvieiiiiiiiiiiieeceee e 2627
Filing fee (See also: FeeRefunds)........ccoveevveennnns 607
Continued prosecution application (CPA).....201.06(d)
Of a reissue application............ccccooveeerienenns 1415
Deposit aCCOUNt.........ccoiviiiiiieeeiiiee e 509.01
INadequAte.........ccceviiiiiiiee e 509
Reduction for small entities............c.cccccveernrnne 509.02
Reexamination
EX PAIe..cciiiiiiiieiie it 2215
INtEr PArtES.....ooiieeiiiiieeeer e 2615
Reissue application...........ccccoeiieiiiiiiieeee 1415
RETUIM...oiiiii e 503, 607.02
Filing receipt (See also: Postcard,
self-addressed)........cccvriiinniicniciiines 201.03, 503

Final action (See also: Final rejection)
Final Board decision in inter partes

reexamination..............oooeeeeeeeiinnnninnnneee s

Final data capture

Final rejection.........ccoooeiiiiiiiie e
Amendment after .
Amendment after, entered in part.................... 714.20
First action.........cccccvvveeeeeeiiiieiieccecee, 706.07(b)
Interview
01 (= G ORI
Patentability report...........ccccoiiiieriiiniiieenn. 705.01(a)
Petition to vacate 1002.02(c)
Premature.........ccoeveeeiiiiiiiee e 706.07(c)
Premature, Withdrawal of.............ccovvuerren. 706.07(d)
Primary examiner’s attention required................ 1004
Request for continued examination (RCE)...706.07(h)
Reexamination, eX parte..........cccccceeveiieeeeennnnne 2271

Reexamination, inter partes (See also: Action:
Closing Prosecution ininter partes reexamination)

Secrecy order application

SPECIAL ...ttt

Time for reply.....ccocvieiiiiie e,

Transitional procedure

When proper.................

Withdrawal............occoviiiiiiiieee 706.07(e)

Withdrawal, Primary examiner’s attention.....1004,

1005

Withdrawal of premature.............cccocveeeeennne 706.07(d)
Final restriction requirement............c.cccccevvveenne 818.03
First action final rejection..............ccccceveeiinns 706.07(b)

Inan RCE........cccccevivieiieeien, 706.07(b), 706.07(h)
First Office action form.........cccccceeviiiiiiei e, 707

First action on the merits (FAOM) (See also: Letter,
Examiner’s)

Fissionable material............c.cccccveeeeeiieriinnnnnn, 706.03(b)
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Sec. No.
Five year pendency.........cccccoceeevinrennnn 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(e)......706.02(f)(1)
Examination of computer-related inventions....... 2106
Genus-Species guidelines..........cccccocceeinneen. 2144.08
Prior art citation in a patent............ccccoecoveeenenee 2206
Reexamination provisions, ex parte................... 2201
Reexamination provisions, inter partes......... 2601.01
Reformed PCT System........ccccooceiieiiiiiiieeeeee 1842
Transitional after-final procedures (37 CFR
L1.129() . ueeeeeeee et 706.07(q)
Treatment of applications having conflicting
claims....... 804
Flow sheet .02
FOIA (See also: Freedom of Information Act (FOIA))
Font, type.....ocvveveeieieeiece e 608.01, 1504.01(a)

Foreclosure(Seealso:Assignment:Securityinterests)
Foreignapplication(Seealso:Internationalapplication)

AS PriOr @rte..eeceieeeeiiieeeece e 706.02, 2127
Certificate of correction to perfect priority.....201.16,
1481, 1481.03

Certified copy to avoid reference........ 201.14, 706.02
Certified copy not filed............cccceeeivinnnnennn. 201.14(c)
Cross-noting on file wrapper/history................ 202.03
Date entitled to...........ccvvvveeeeeieennnnns 201.13 to 201.15
Design patents..........ccccceecvvveeeeninnns 1504.02, 1504.10
Determination of priority..................... 201.14, 201.15
DISCIOSUIE.....eiieiiiiiiiee e 201.15
Duty of disclosure of information cited......2001.06(a)
English language translation for benefit of
A, 201.15, 706.02
Ex parte reexamination to perfect priority.......... 2258
Filed more than a year before U.S.
application........cccccoooviiiiee e 201.14(c)
Filing in foreigh country..........ccocoeiiiniiiiicneennes 140
FIrST. e 201.13
German design applications........................ 201.14(b)
Great Britain..........occeeeeeeiiiiiieee e 201.15
Identification..........cccceeeiiiieie e, 201.14(d)
Incorporation by reference in U.S.
application..........ccccooveieiie e 201.13, 201.17
Inter partes reexamination to perfect priority.....2658
License to file......ccoooeeeeeiiiiiiiiiiiiiin, 140, 706.03(s)
Listed on oath/declaration........................ 201.14, 602
No claim for priority.........ccccoeiieeeeeriiieeeeen, 201.14(c)
No reference made in declaration............... 201.14(c)
Notice to Office after nonpublication request......1124
Noting earliest date in file history/wrapper....... 202.03
Ordering COPIES.....ccivriieiiiieeiieee e 901.05(c)
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Foreign countries recognized for priority — Form letters and forms

Sec. No.
Overcoming reference which is............... 201.15, 715
Prior art cited in related.............ccccceeevneen. 2001.06(a)
Priority....ccee e 102, 201.13, 706.02
Papers not filed..........ccoeceveiiieiiieeee e, 201.14(c)

Petition for unintentionally delayed claim for

priority..201.14, 201.14(a). 201.16, 1002.02(b), 1402,

2258, 2658
Priority document in parent application....... 201.14(b)
Reissue application claiming foreign priority.....1402,
1417
Ribboned.........ccocooiii 602.04(a)
Same INVENtioN.......cccvvee i 201.15
Seal ..ot 602.04(a)
Statutory bar.................... 201.13, 706.02(e), 2135.01
Time limits to submission............... 201.14, 201.14(a)
Certificate of correction............cccooevevvenncene 201.16
REISSUE.....cvvevvrviiieiens 201.14, 201.14(b), 201.16
Translation required.............cccceveeeennne 706.02, 201.15
Foreign countries recognized for priority............ 201.13
Foreign executed oath..............ccccooiiiieeiiinins
Foreign filing, Proving priority
Foreign filing date
Entitled t0.........covviieieieieeee e, 201.13, 719.06
On file wrapper/history.........ccccocvveiiieeincineennne 202.03
Foreign filing license...........cccoovvevieiiiiieieec i, 115, 140
FOIr PCT it 115, 1832
Foreign language
ApPlICatioN.......ocoiiiiieec e 608.01
Names for months...........cccceviiiieneiiiiieenn. 901.05(a)
Names for United States.............ccceeevvveennee 901.05(a)
Oath or declaration...........cc.ccoeovveniiiniciineenenne 602.06
Foreign patent
Art collection.........c.cccoeeiviiiii e 901.07
Citation.......ccoeevveveee e 707.05(e), 901.05(a)

Citation dates and information...901.05(a), 901.05(b),
1851

Classification............cccceeeeeeieeieiiiieiinn, 903, 903.03
CouNtry COUES.......ccviiieeiiiiiee e 1851
Database search........cccccccveveeeiiiiiiiiiiiiiin, 706.02(e)
Document citation, in PCT..........cooovvvviiiiieeeeeees 1851
DUPIICALES....oeiciiiiiiiee e 903.03
Effective date........cccuveveeveveieei, 901.05(b)
Family of (INPADOC).........cccecvveiiieeeiieeeae 901.06(a)
In prior art statement...............cccveveeeeinns 609, 609.01
Individual country overview.............ccccceeeeenne 901.05
JOUMNAIS......cooiiiiiii e 901.06(a)
LAW OVEIVIEW.....cc.vveeiiieeeriieie e 901.05
Library.......o 901.06(a)
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Sec. No.
Listing at allowance............cccccevniieieenininnnn. 1302.12
OPPOSILIONS. ...coveiieieeiiie e 901.05
Ordering copies 901.05(c)
Print of, where obtained..............cccccoeeeeeeen. 901.05(c)
Reference......ccoooovveeeiiiieieeiiiieeeeeen, 706.02, 901.05
Statutory bar.........ccccooveiinieiiiiien. 201.13, 706.03(s)
TraNSTer....eeiiii 903.05
Translation of.......ccccoevveeiiiiiiieieeenn, 706.02, 901.05(d)
Unlicensed, same applicant..............c......... 706.03(s)
Foreign priority (See also: Foreign
application).....ccccevveeencieeesieeeenieeenns 201.13t0 201.16
Design patent applications.....201.14(b), 1504.02,
1504.10
U.S. filing date computed.....201.13, 706.02, 2136.03
Formal matter
Allowance and issue........ 1302.01, 1302.02, 1302.04
Amendment of application in issue.................. 714.16
Claim allowable except for.................... 706, 707.07(j)
Review of action involving............ccccceeiiiiiien e,
Right of priority
Priorforeign application.....201.13 to 201.16, 1402,
1417
Prior U.S. application..........c.cccceeue 201.11, 1405
Specification format............ccocevvieiiiieeninenns 608.01
When taken up.....707.07(a), 707.07(e), 707.07(j),
714.02
Former employee restrictions..........cccccceeveeeieneen. 1702
Form letters and forms
AbandonmeNt.........cccevveeiiiieeere e 711.04(c)
Action Closing Prosecution PTOL-2065.....2671.02,
2696
Advisory Action.........ccccceeeevicveenennn. 706.07(f), 714.13
Advisory Action — Ex-parte Reexamination
PTOL-467...ccciiiieiiieeie e 2265, 2296
AlIOWaDINItY......coeeiiiiiiie 1302.03
Amendment received after allowance.....608.02(z),
714.16(d), 714.16(e)
Amendment after Board decision, refused
ENEMY et 1214.07
Amendment not fully responsive...................... 714.03
Amendment unsigned..........ccccevcvveeriinenene. 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO
L1050, 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/96......324
Change of Correspondence Address, Application
PTO/SBI122.....ccoceveicee e 403, 2542
Change of Correspondence Address, Patent
PTO/SBI123.....coiiiiiieeeeee e 403, 2542

Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
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Form letters and forms — Form letters and forms

Sec. No.

Receiving Office under PCT Administrative

Sec. No.

Reproduced..........cccoveiiiieiniiiiee e 609
Interference Initial Memorandum.....2302, 2304.02,
2304.04(a)

Interfering Subject Matter, Secrecy order
apPlICAtioNS......cciiiieiiii e 2306
International application transmittal
(PTO-1382)....ceiiiiiiiiieeiiie e 1830, 1832
InterPartesReexaminationCommunication(WithSSP)
PTOL-2071. ..ttt 2696
Inter PartesReexamination Communication (Without
SSP) PTOL-2072......ccciiiiieiiiiieesiee e 2696
Inter PartesReexamination Notification Re Appeal
PTOL-2067....ccccviiiieiiiiiieiieeiee 2662, 2674, 2696
Inter PartesReexamination Transmittal
PTOL-2070............ 2664, 2670, 2677, 2686.01, 2696
Interview Request, Applicant Initiated

PTOL-413A. ..ot 713.01, 713.05

Interview Summary PTOL-474, Reexamination.2281,
2296

Issue Classification Slip (Blue slip) PTO-328, PTO-270
(1] 1=T o ISR 1107, 1455, 1611

Issue Classification, Designs PTO-328.....903.07,
903.09(a), 1107, 2287

Issue Classification Form/Sheet/Slip.....903.07,

903.07(b), 903.09, 903.09(a), 1302.09, 1302.10,
1302.13

Instructions-Part 8..........ccccccvveviveveiiieiiieeeeeenn. 1823.02
Cover sheet, assignment document................ 302.07
Cover sheet, provisional application
Cited. e 201.04(b), 601
Reproduced.........cooocveiiiiiiniiiiiei e 201.04(b)
Credit Card Payment Form PTO-2038
Cited....ooovieeiiieeeeiees 509, 1302.04, 1306, 2510
Reproduced.........cooouveeiieiiiiiiiee e 509
D10 e 130, 1304.01
3 USRS 1103
DD FOrm 441.......iiiiiiiiiiiieeeeeeee e 120
Death of Attorney, Application ready for
AlIOWANCE........coiieeeeeeee e 406
Declaration for Plant Patent Application
PTO/SBIO3.....coiiieieeeeee e 1604
Declaration for Utility or Design Patent Application
PTO/SBIOL.....oo et 602
Declaration for Utility or Design Patent Application
PTO/SBIOLA. ...ttt 602
Disclaimer in Patent PTO/SB/43..........cccccooueene 1490
EFS-WED...cccoiiieceeeee e 502.05
Election of species..........coccevvviiiiieeinieeenns 809.02(a)
Examiner Checklist — Reexamination
PTOL-1516......cccciiiiiiiieniieeeniiennn 2296, 2687, 2696
Examiner’'s action PTOL-326..........ccccceecvieeeeennnne 707
EXaminer's anSWer.........cc.ceeveeeiuiiereeeiiiiieee e 1207
Examiner’s Biweekly Time Worksheet
PTO-690E.........cciiiiieiiiie e 2238, 2638
Examiner’'s Case Action Worksheet PTO-1472...1705
Fee Address Indication PTO/SB/47
CIted. oo

Reproduced
Final rejection
For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal
PTO/SBI29.....coiiiiiiiiiieiite e 201.06(d)
For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A.................... 201.06(d)
45-day Letter.....ccveiiieiiiiiieiieie e 150
General Office Action, Ex Parte Reexamination
PTOL-466........cooiiiiiiiieeiieee e 2262, 2296
General ( Ex-Parte) Reexam Communication
PTOL-473 (with SSP)............... 2250, 2266.03, 2296
Incorrect citation of references, Correction..707.05(q)
Information disclosure statement (IDS) PTO/SB/08

Cited.....609.02, 609.03, 609.04(a), 609.05(a),

609.05(b), 609.05(c). 609.06, 609.07, 1893.03(g),

1901.03, 2001.04, 2003, 2004, 2214, 2258.01,

2280, 2287
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DIgESIS. ..eiiiieeiiiee e 903.07
INItIAlING. ... 903.07(b)

Issue Fee Transmittal PTOL-85B.....307, 324, 512,
1306.01, 1306.02, 1309, 1481.01

Maintenance Fee Transmittal PTO/SB/45
Cited. ... 2515, 2595
Reproduced..........ccoovvveiieiiiiiiee e 2595

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

Cited......oveveeeieee e 1121, 1122, 1135

Reproduced..........ccoovvveiieiiiiiiiee e 1135
Note to SPRE/Examiner/TC Personnel of Inter-Partes
Reexamination Deadlines PTOL-2061............... 2696
Notice of Abandonment PTOL-1432........... 711.04(c)
Notice of Abandonment under 37 CFR 1.53(f) (CPA)
For Design Applications PTO-2019............. 201.06(d)

Notice of Allowability PTOL-37.....602.03, 608.02(b),
608.02(z), 609.05(b), 710.02(e), 714.13, 812.01,
1302.03, 1302.04, 1455

Notice of Allowance and Issue Fee Due
PTOL-85...115, 203.08, 406, 509.03, 602.03, 708.02,
710.02(e), 711.02, 711.03(c), 711.06, 714.15, 714.16,

714.16(a), 714.16(d), 1126, 1303, 1303.03, 1304.01,




INDEX

Form letters and forms — Form letters and forms

Sec. No.

1305, 1306, 1306.02, 1306.03, 1308.01, 1308.03,
1309, 1512, 2001.04, 2406, 2411, 2411.03, 2575

Undelivered........ccoveeeeeeeiiiiiiieeeieeeeeeen, 1303.02
Notice of allowance, Secrecy order applications
D-10..ice e 130, 1304, 1304.01

Notice of Appeal from the Examiner to the Board of
Patent Appeals and Interferences PTO/SB/31....1204

Notice of Assignment of Inter Partes Reexamination

PTOL-2060......cccciiieeeiieeiieeeeieeeseeeeseeeeneiee e 2696
Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062..........c..ccccccvvvveennnne 2696

Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.....2250, 2266.02, 2266.03, 2272, 2273,
2295, 2296

Notice of Defective Paper — Inter Partes
Reexamination PTOL-2069..2666, 2666.01, 2666.04,
2666.06, 2666.50, 2666.60, 2696

Notice of Failure to Comply with Ex Partes
Reexamination Request Requirements
PTOL-2077...cciiiiiiieeie et 2218
Notice of Failure to Comply with Inter Partes
Reexamination Request Requirements
PTOL-2076....c..etiiieiieeitiecieeree e 2618
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
PTOL-2057 ...ttt e 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8,1995 PTO-2011

Reproduced.........cccoveriieiiiieeiec e 201.06(d)
Notice of Improper CPA For Design Applications

PTO-2012 Reproduced.........cccvvveeeeevnnnen.. 201.06(d)
Notice of Improper Request for Continued Examination
(RCE) PTO-2051.....cccuteitiiiiienieeeiiesiee e 706.07(h)

Notice of Incomplete Nonprovisional Application
PTO-1123.....506, 601.01(d), 601.01(e), 601.01(f),
601.01(qg), 2731, 2732

Notice of Incomplete Reply (CPA) for Design

Applications PTO-2018 Reproduced........... 201.06(d)
Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059.........cccccevviiiieneeninne 2696

Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469.....2235, 2250, 2250.01,
2271, 2271.01, 2273, 2287, 2288, 2296

Notice of Intent to Issue Inter Partes Reexamination

Certificate (NIRC) PTOL-2068.................. 2687, 2696
Notice of Intent to Publish Statutory Invention

Registration SIR-L........ccccciiiiiiiiiiiiiiiieeee 1107
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058.........cccoviemieiiieniieeiee e 2696
Notice of Non-Acceptance of Patent Maintenance Fee,
PTO-2142......ccoiiiiiiiieiieceeee e 2531

Sec. No.

Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140.................... 2531, 2550
Notice of Non-Compliant Amendment.....714.01(e),
714.03
Notice of Non-Recordation...............cccecvvennee. 302.09
Notice of Omitted Items in a Nonprovisional Application
PTO-1669.....201.06(c), 601.01(d), 601.01(g), 2731,
2732
Notice of Overpayment of Patent Maintenance Fee,
PTO-210...eiiiiieeeee e 2550
Notice of Recordation............cccceeivvieinineennne. 302.09
Notice of References Cited PTO-892..707, 707.05(a),
707.05(c), 707.05(d), 707.05(e), 2687, 2690
Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143.......oo e 2530
Notice of Statutory Invention Registration (SIR)
Acceptance, SIR-N (Form D-11)........ccccceeevneneee. 1103
Notice of Withdrawal from Issue under 37 CFR
L1.313(B) e 1308
Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468.............. 2273, 2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequenceand/or AminoAcid Sequence Disclosures
PTO-1661............... 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of Application.....201.03,
601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021
Reproduced..........cccoceevnieiiniiiiiiic e, 201.06(d)
Noatification of Non-Compliant Appeal Brief (use of
PTOL-462 discontinued)............ccccvveveeernnneen. 1205.03
Office Action — Ex Parte Reexamination
PTOL-466........ceeeiiiieeiiee e 2262, 2296

Office Action - Inter Partes Reexamination PTOL-2064

Reproduced..........coooiveeiiiiiiiiiie e 2660
Office Action Summary PTOL-326 608.02(h)

Order Granting/Denying Request for Ex-parte
Reexamination PTOL-471.......cccccoceviiinieeininnnnnns 2296

Order Granting/Denying Request for Inter Partes

Reexamination PTOL 2063
(1 1=Tc 2646, 2647.02, 2696
Reproduced...........coocvvveeeiiiiiiee e, 2647.01

PCT forms (See also: Patent Cooperation Treaty

(PCT))

Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced.................. 1135

Petiton for Revival of an  Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing
PTO/SB/64a
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Form letters and forms — Form letters and forms

Sec. No.
Cited.....oooiieieeeiiiiieee 711.03(c), 1124, 1135
Reproduced...........ccccoevvurenee 711.03(c), 1135

For Application Abandoned Unavoidably

PTO/SB/BL.......eeeeeeeeiieeeeeeeee e 711.03(c)

For Application Abandoned Unintentionally

PTO/SBIBA. ... 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration
(37 CFR 1.63) PTO/SB/03........coovoveceeeerrerenn, 1604
Power of Attorney to Prosecute Applications before
the USPTO PTO/SB/80........ccccuvvieieeiiiieeaeenne 402.07
Provisional application for patent Cover sheet
PTO/SBIL6. ..ot 201.04(b)
PTO-211..ceeeiiie e 2550
PTO-270 (Blue Slip)........ 903.07, 903.09, 1107, 1455
PTO-328....cciiiiiiiiieiiieeecc e 903.07, 1107
PTO-447A................. 903.08(a), 903.08(d), 903.08(e)
PTO-690E.........ccooiiiiiiiiieieeeees 903.03, 2238, 2638
PTO-850

Cited......... 1002.02(d), 2302, 2304.02, 2304.04(a)

Reproduced...........ccceviieeiiiiie e 2302
PTO-892

Cited.....201.15, 608.01, 609.02, 609.05(a),

609.05(c), 707, 707.05, 707.05(a), 707.05(c),
707.05(d), 707.05(e), 707.05(g), 901.06, 1302.04,
1302.12, 1406, 1901.06, 2246, 2257, 2290, 2646,
2657, 2687, 2690

Reproduced.........c.cccceoiveeiiiiiciiecee 707.05(a)
PTO-1050.....cccccoiierieaiieniene. 1480, 1480.01, 1485
PTO-1123.....601.01(d), 601.01(e). 601.01(f),
601.01(g), 2731, 2732
PTO-1382.....coiiiiiiiiiieeiiie e 1830, 1832
PTO-1472.cc.cciiiiiiieieeie e 1705
PTO-1516.....cccciiiiiiiieiiiiiienec e 2287, 2295
PTO-1517.cciiiiiiiiiiieeiie e 2287, 2295
PTO-1590......cccciiiiiiniieiiee it 719.05
PTO-1595......cciiiiiiiiieiec e 302.07
PTO-1661 2427.02
PTO-1669.....201.06(c), 601.01(d), 601.01(qg), 2731,
2732
PTO-2011 Reproduced.........ccccevvuveeenineeannne 201.06(d)
PTO-2012 Reproduced.........cccuveeeeeennennnnn. 201.06(d)
PTO-2018 Reproduced 201.06(d)
PTO-2019 Reproduced ...201.06(d)
PTO-2021 Reproduced 201.06(d)
PTO-2038

Cited......oovveveriieieen, 509, 1302.04, 1306, 2510

Reproduced.........cooovveeiiiiiiiiiie e 509
PTO-2051.....cciiiiiiiiiiieeniie e 706.07(h)
PTO-2140......cccciiiiiiiiiiiiieies e 2531, 2550

Rev. 9, August 2012

A-38

Sec. No.

PTO-2142
PTO-2143

PTO/SB/08A and 08B.....609, 609.03, 609.04(a),
609.05(a), 609.05(b), 609.05(c), 609.06, 609.07,

707.05(d), 1406, 1901.03, 1901.06, 2214, 2246, 2257,

2258.01, 2287, 2290, 2614, 2646, 2657, 2687, 2690

PTOL-37
Cited.....203.08, 602.03, 608.02(b), 608.02(z),
609.05(b), 707.05(q). 710.02(e), 714.13, 812.01,
1302.03, 1302.04, 1302.12, 1302.14

Reproduced..........ccoocvvieeeeiiiiece e 1302.03
PTOL-85

Cited.....203.08, 714.16(d), 1303, 1306, 1306.02,

1308, 1308.03

Reproduced..........cooovvivveeiiiiiiee e 1303
PTOL-85B

Cited.....307, 324, 509.03, 512, 1303, 1306,

1306.01, 1306.02, 1309, 1481.01

Reproduced..........coocvvviiieiiiiiiee e 1303
PTOL-85C Reproduced...........ccceevcuvieiniieninienanns 1303

PTOL-90..608.02, 707, 714.16, 1207.05, 1208, 1209,
1210, 2427.01

PTOL-271..cciiiiiiiiiieie 714.16(d), 714.16(e)
PTOL-303.......... 706.07(f), 708.02, 711.03(c), 714.13
PTOL-319.....ciiiiiiiieiie e 714.03
PTOL-324.....ciiiiiiieie e 714
PTOL-326

Cited.....201.14(b), 201.14(c), 608.02(h), 706.07,

707, 710.02(b), 812.01

Reproduced..........ccoocviiieeiiiiiee e 707
PTOL-404......ccoiiiieiiiiieece e 1485
PTOL-413...coiiiiiiiiiiieeie e 713.04, 714.13
PTOL-4B1......coiiiiiiiiieeiie e 1215.04
PTOL-462 (discontinued)..........ccccovevveeinineenns 1205.03
PTOL-462R (discontinued)............ccccccu..e 2274, 2296
PTOL-465......ccocviiiiiieeiiene 2262, 2264, 2283, 2296
PTOL-466.......ccceiiieiiiiiieiieeiec e 2262, 2296
PTOL-467.....2250, 2265, 2262.01, 2266.02, 2272
2296
PTOL-468......ccccviiiieiieiiieiieeie 2273, 2274, 2296
PTOL-469......ccoiiiiiiiiiiiicceeec e 2287, 2296
PTOL-A71.cciiiiiiiieeet e 2296
PTOL-473..ceeiiiiiiieieicee, 2250, 2266.03, 2296
PTOL-474......cooiiiiiiiiiiiieiee e 2281, 2296
PTOL-475.....2250, 2266.02, 2266.03, 2272, 2273,
2295, 2296
PTOL-476

PTOL-501
PTOL-1432........ccccviieee 711.01, 711.02, 711.04(c)




INDEX

Form letters and forms — Form letters and forms

Sec. No.

PTOL-1516
PTOL-1517
PTOL-2057
PTOL-2058
PTOL-2059
PTOL-2060
PTOL-2061
PTOL-2062
PTOL-2063

Reproduced...........cooeviviiiniieiiee e 2647.01
PTOL-2064

Reproduced...........ccceiiieieiiiieiee e 2660
PTOL-2065
PTOL-2066 2673.02, 2696
PTOL-2067.......cccccvverunen. 2662, 2674, 2675.02, 2696
PTOL-2068.........ccceeviieiiiiiienin e 2687, 2696
PTOL-2069

Cited...2666, 2666.01, 2666.04, 2666.06, 2666.50,

2666.60, 2696

Reproduced..........coccvviveeiiiiiiieee e 2666.50
PTOL 2070............ 2664, 2670, 2677, 2686.01, 2696
PTOL-2071
PTOL-2072 2696
PTO/SB/01 Reproduced.........cccoevveeeiiieeeniiieennee. 602
PTO/SB/01A ReproducCed..........cocvvevrerenineennnne. 602
PTO/SBIO3.....c.eiiiiieie ettt 1604
PTO/SB/06 608.01(n)
PTO/SB/07 608.01(n)
PTO/SBJ/08.....608.01, 609.02, 609.03, 609.04(a),

609.05(a), 609.05(b), 609.06, 609.07, 707.05(d),
1302.12

PTO/SB/0SA

Cited.....609, 609.03, 609.04(a), 609.05(a),
609.05(b), 609.05(c). 609.06, 609.07, 2214, 2246,

2256, 2257, 2258.01, 2290, 2614, 2646, 2657, 2687

Reproduced..........ocovveevieiiiiiiee e 609
PTO/SB/08B

Cited.....609, 609.03, 609.04(a), 609.05(a),

609.05(b), 609.05(c), 609.06, 609.07, 2214, 2246,

2256, 2257, 2258.01, 2290, 2614, 2646, 2657,

2687, 2690

Reproduced.........c.ccceeiiiiieiiiicnec e 609
PTO/SBILA.......coooiiiiiiiieieneee e 601.05
PTO/SBIL6....cueiiiieiiieiie e 201.04(b)
PTO/ISBI24.......cieeeiiieie e 711.01
PTO/SB/24A

Cited.....ovriiiieiiee e, 711.01, 1125, 1135

1-39

Sec. No.
Reproduced..........c.ccoveviiiiiiiiieiien, 711.01, 1135
PTO/SBI25.....ciiiiieiiieee e 1490
PTO/SBI26........cciiieiiiiieee e 1490
PTO/SBI27 ..ottt 1504.30
PTO/SB/29
Cited....veviieiie e 201.06(d), 709
Reproduced..........ccocveviviiiiiiiciec e 201.06(d)
PTO/SB/29A Reproduced ...201.06(d)
PTO/SB/30 Reproduced............ccocveeenineenne 706.07(h)
PTO/SBI3L...cciiiiiiiiiec et 1204
PTO/SB/35
Cited....oviivieiie 1121, 1122, 1135
Reproduced...........ccoovvirrieeiiiiee e 1135
PTO/SB/36
Cited....oviivieiiee 1123, 1124, 1135
Reproduced..........ccccovvirmieeiiiieie e 1135
PTO/SBI37 ..o 709

PTO/SB/42...2246, 2256, 2257, 2258.01, 2262, 2614,

2646, 2657, 2687

PTO/SB/43 Reproduced..........ccceevevveinnneeinnenenns 1490
PTO/SB/44

Cited.....ooovevriinn, 201.03, 1480, 1480.01, 1485

Reproduced..........ccccovvirrieiiiiicee e 1485
PTO/SB/45

Cited..c.viiiieei e 2515, 2595

Reproduced..........ccccovviimeeeiiiicie e 2595
PTO/SB/47

Cited....cooooviireeeren,

Reproduced 2595
PTO/SB/50 Reproduced...........cccvvveeeiiiiiieaenanns 1410
PTO/SB/51

Cited..ceeiiiieiee e 1410.01, 1414

Reproduced..........cooovveiiieiiiiiiiee e 1414
PTO/SB/51S Reproduced..........cccovvveeiiineene 1414.01
PTO/SB/52

CIted. i

Reproduced 1414
PTO/SB/56 Reproduced...........cccuvveeeiniiieeeennnnns 1415
PTO/SB/57

Cited....oiiieic e 2214, 2296

Reproduced..........cooouiiiiiiiiiiiiieee e 2214
PTO/SB/58

Cited...voiiiice e 2614, 2696

Reproduced..........coooiveiiiiiiiiiiiee e 2614
PTO/SB/BL....ccveiiiieieiiieseeee e 711.03(c)
PTO/SBIB2.......ooiiiiiiiiiieiceic e 711.03(c)
PTO/SBIB3.....c.eviiiieiieiiieseeiee e 711.03(c)
PTO/SB/BA. ...t 711.03(c)
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Form paragraphs (Reproduced) — Form paragraphs (Reproduced)

Sec. No.

PTO/SB/64a Reproduced 711.03(c), 1135
PTO/SB/B4 PCT...ccvieiiiiiienieeiee e 711.03(c)
PTO/SBIBB.........cveveeeieiiiiee e 2595
PTO/SB/67 Cited........ooovveiiiiiiiiiieiee e 104
PTO/SB/68

Cited. oo 103, 711.04

Reproduced...........ccceeiiiiieiiieeiiee e 103
PTO/SB/80 Reproduced..........ccccuveeveeriniienennn. 402.07
PTO/SB/81

Cited...eeiiiieeeieee s 402, 601.02, 1604

Reproduced..................... 402, 601.02, 2222, 2622
PTO/SB/82 Reproduced..........ccccevvveinineennnen. 402.05
PTO/SB/83 Reproduced.............. 402.06, 2223, 2623
PTO/SB/84
PTO/SB/94
PTO/SB/96 324
PTO/SBI122......coiiiiiiieieiieee e 403, 2542
PTO/SBI123......ooiieieeiie e 403, 2542
PTO/SBIL24.......ccoiiiiiiiiiiiieiec e 403
PTO/SB/125

Cited....ooiieiiee e 403, 2540, 2595

Reproduced...........coceeviiiiiiiiiiiiiie e 403
Reasons for Patentability and/or Confirmation PTOL
BTG s 2687
Recordation Form Cover Sheet PTO-1595......302.07
Reexamination and processing forms listed.....2296,
2696
Reexamination Clerk Checklist PTOL-1517.....2296,
2687, 2696
Reissue Application

Declaration by the Assignee (See also: Form letters

and forms: PTO/SB/52).....ccccccvcvererivernnnns 1410.01

Declaration by the Inventor (See also: Form letters

and forms: PTO/SB/51)......ccceveriveenuennnne. 1410.01

Fee Transmittal Form 1415 (See also: Form letters
and forms: PTO/SB/56)
Supplemental Declaration for Reissue Patent
Application PTO/SB/51S.........ccccoveeeeeennnns 1414.01
Transmittal (See also: Form letters and forms:
PTO/SB/5Q)..ceiiieieeeeiereeieeeesieeeesieeeeneeeesneens 1410
Request for Customer Number PTO/SB/125.....403,
2540
Request for Customer Number Data Change
PTO/ISBIL24....cciiiiiiiieei e 403
Request for Deferral of Examination 37 CFR 1.103(d)
PTO/SBI37 ..ot 709
Request for Ex Parte Reexamination Transmittal
PTO/SBIST....uve et 2214, 2296
Request for Inter-partes Reexamination Transmittal
PTO/SB/58
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Form paragraphs

Sec. No.
(O] =Y o TR 2614, 2696
Reproduced..........coovvvviiieiiiiiiiee e 2614
Request for Statutory Invention Registration
PTO/ISBIA.....iiiiiiiiiiieec e 1101
Request for Withdrawal as Attorney or Agent
PTO/SBI83......tieiiiiiieieeee e 402.06, 2623

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) PTO/SB/36

Cited..eviiiiieeecee e 1123, 1124, 1135
Reproduced..........coooieiiiiiiiiieee e 1135

Response to Rule 1.312 Communication
PTOL-271....ovvcieiiieeeeeeei. 714.16(d), 714.16(e)

Restriction requirement........c.occcovveeeevieeeinneeenee 817

Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82........... 2222, 2622

Right of Appeal Notice PTOL-2066.....2673.02, 2696

SIR-N (FOrm D-11)...cceiiiiiiiiieeiiie e
Statements to DOE or NASA.......ccooovieeeeiiieeeee, 151
Subject matter admits of illustration

Terminal Disclaimer to Accompany Petition
PTO/SBIB3......ooeeeeeiceeeeee e 711.03(c)
Terminal Disclaimer to Obviate a Double Patenting
Rejection over a Prior Patent, PTO/SB/25.......... 1490
Terminal Disclaimer to Obviate a Provisional Double
Patenting Rejection over a Pending Second
Application, PTO/SBI/25.........cccocceeeiiiiiiieeeceine, 1490
Transmittal of Communication to Third Party Requester
— Ex Parte Reexamination — PTOL — 465.....2262,
2264, 2283, 2296

(Reproduced)




INDEX

Form paragraphs (Reproduced) — Form paragraphs (Reproduced)

Sec. No. Sec. No.
2.10.00. e 201.11 409 e 402
2.0 ——— 201.11 B.10u i 401
20000 e 201.11 B0 502
2. 03 201.03 B.O0L.0L e 501
2,038 i ——— 201.03 D02 e ———— 512
2. 08D 201.03 D03 i 903.08
2. 08 i 201.03 BL04 e 512
2130, 201.03 B0 e 509.03
2. 03 201.03 B.0L i 608.01(a)
2. L3 201.03 B.02. e 608.01(a)
2,080 e 201.03 B6.02.01. ... 605.04(a)
2. 08N 201.03 B.03. i 602.01
2.13.00 e 201.03 6.05. . i 602, 602.03, 605.01
2.03.02. 201.03 B.05.00. ... —————— 602
204 201.03 6.05.02.... it 605.02
21400 i 201.03 6.05.03. .. i 605.01
2.0 e ——— 201.11 B.05.05. .. 602.03
208 e 201.11 6.05.06......cuuiiiiiiiiiiiie e 602.03
2. 07 201.11 6.05.07 ... 602.03
2,08 ——— 201.13 B.05.08... ..o —————— 602
2,00 201.15 B.05.10 .. 604.01
2,20, i 201.14(b) 6.05.12. ...t 604.01
2.2 e ——— 201.14(c) B.05.13. .. 602.04
22100 i 201.14(a) B.05.14. ... 602.04(a)
2,22 e 201.14(c) 6.05.15. . 602.03
2.2 —— 201.14(c) B.05.16. ... 602.01
224 201.14(c) B.05. 07 .. ———— 602
2.2 201.14(c) 6.05.18.....ciiiiiieii e 605.04(b)
2,26 201.14(c) 6.05.19. ...t 605.03
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Genetic sequence — Inaccurate claim

Sec. No.

Geneticsequence(Seealso:BiotechnologyNucleotide
sequencesand Sequence rules)
Genus and species.....806.01, 806.04, 806.04(b),
806.04(d), 806.04(e), 806.04(f), 806.04(h), 806.04(i),
808.01(a), 809.02(a)

Anticipation Of.........ccoooiiiiiiii e 2131.02

ODbViousnNess Of.......ccccovviveiiiieiie e 2144.08
German priority doCUMeNt..........ccccvveviueeeiiieeens 901.05
Geschmacksmuster...........cccoooiieiieiiiiiinenen. 201.14(b)
Good faith (See also: Duty of candor and good faith)
Government registers........cccovvvveeveeeeiinnennn 302, 302.07
Government license clause..........ccccooviiieeeeniiinenen. 310
Government-owned application, special............. 708.01
Graphic SymbolS........cccooviiiiiiiiiiie e 608.02
Great Britain, complete specification............ ..201.15
Great Britain, provisional specification............... 201.15

Group director (See also: Director of Technology
Center)

Group, International classification...................... 903.09
Guardian, Authority recorded.............ccceevnieennnnn 409.02
Guardian of legally incapacitated inventor.......... 409.02
Guidelines
Drafting an application............ccccovevveiiieennnnennnee. 601
Drug disclosures..........ccvvvveeeeennen. 2107.01, 2107.03
Effective date under 35 U.S.C. 102(e)......706.02(f)(1)
Electronic mail..........ccooociiiiiiiie e 502.03
Examination of computer-related inventions....... 2106
INVENTOrSNIP...ccoiiiieie e
GENUS-SPECIES. ....eeeiuiiieiiiie et
Grant of reexamination request
Handling of citation in patent...............ccccceeiie
Internet Usage.........cccccvveevrnnnnnnn.
Means/step plus function...........cccccccoevivieeeeninns 2181
UBIIIEY .o 2107
Legal precedent...........cceevcvveennee.
Written DesCription..........ccceeeveiiiieeeeiiiiiiee e 2163
H
Hague Agreement (See also: Treaties).....201.13,
1504.10
Hand delivery of papers.....501, 502, 710.02(e), 714.13
Handling of citation of prior art..........c.cccceceevnineeen. 2206
Handling of mail and papers.........ccccoeeeeeiiiiienennnn. 500
In ex-parte reexamination.............ccccovveeerireeennns 2270

1-51

Sec. No.

In inter-partes reexamination..............ccccceeeernnee 2670
Handling of protest
Hatch-Waxman Act

Hearing on appeal.......ccccccceevieeiiiieeiee e, 1209
Heir as applicant (See also: Administrator or
executor).......... 409.01, 409.01(a). 409.01(d), 1303.03
Help line (telephone number).........ccccvveviieeinineen, 1730
Hidden end use in design applications......... 1504.01(c)
Hidden feature in design applications
ANLICIPALION......oeiiiiieiieeee e 1504.02
Enablement........cccccovieiinicii e 1504.04
ODVIOUSNESS...cooiiiiiiiiieee e 1504.03
HIV/AIDS, PetitionsS..........ccovvvviieeiieieeeeeeeein 708.02
Hours of Operation...........cccovveeeiiiee e 510
Holiday, federal (See also: Federal Holiday)
Hyperlinks in specification................. 608.01, 608.01(p)
|
ICIREPAT country COdes..........ccceerueeeinineennns 201.14(d)
ICIREPAT identification numbers................... 201.14(d)
Icon, computer generated.............cocceeennneen. 1504.01(a)
Identification of papers........cccccovveineeiniiinnnns 502, 503
Identification of priority application................. 201.14(d)
Identity of inventors under 35 U.S.C. 119........... 201.13
Idiomatic English.........c.ccoovviiiiiiiiiiiieecie, 608.01(q)
lllustration (See also: Drawings)
Image File Wrapper (IFW)
ATTIFACE. ... 608.02
Paper scanning........ccccceeeveeeeeniiiieneennn. 508, 1410.01
Power to inspect not accepted.........c.ccoocvveveeenns 104
PUublic 8CCESS......cocviiriiiiiiiiciici e 103, 1730
Image File Wrapper (IFW) forms
Issue Classification Form/Sheet/Slip,
FEProduCed.........eevvuieeiiiiie e 1302.09

Cited.903.07, 903.07(b), 903.09, 903.09(a), 1302.10,
1302.13

Implied election................ 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination...2667
Improper joinder, effect on patent.............ccccceeeeens 805
Improper multiple dependent claim................ 608.01(n)
Improvement (Jepson claim)........ccocvveviveeinineennne 2129
Inaccurate Claim........ccooveeiviieiniice e 2173.03
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Inappropriate papers in inter partes reexamination — Inoperativeness

Sec. No.

Inappropriate papers in inter partes

Sec. No.

Independentinventor (See also: Applicantinventor Pro

rEEXaAMINALION. .. ... iviiiee e et e e 2667 Se applicant)
Incoming-Mail Section (See also: Office of Initial Patent Small entity Status..........ccoocvveeiiiniiiiiieeiiee. 509.02
Examination (Office of Patent Application Index of ClaiMS.......cooveeveeeereeereeeerenn, 707.07(i), 719.04
Processing)).....cccoecveernnen. s 501 Index of patents, Classification, Numerical.....902.03(a)
Lr;crﬁg:g'!ierfg amendments, time for 10.02(6) 714.03 Index to the U.S. Patent Classification........... 902.01(a)
Incomplete application......... 506 604(41.01@) 66@ Industrial Security Manual (ISM)........c.cccocciiieennis 120
) X ' ' Inequitable conduct (See also: Duty of disclosure,
Claims OMItEd.........oovvrrsss s [T ) WO 2001.06(c), 2010
DEMAMOM... oot BESt MOUE.........ovvooeeeereeeeooeeeeeee e 2165
Drawing.......oooevveenivssniiminiissnisssninnss Claims invalidated...........ccccoiiiiiiiiiiiee e, 2016
Invalid oath Finding affects all claims............ccccceeeviiiiieeennns 2016
Re_turn of filing el 506 Protest........o 1901, 1901.06, 2013
USING 8QAIN.......vvvviiiieas Reexamination............cccoouiiiieriiiiiiiiee e 2014
Incomplete claim, rejection REISSUE.....cccviiieciee et 1448, 2012
ﬁete DIOESE .o 1901.03 Informal application...........ccccceeviiieiiiennnnne 506, 702.01
T Primary examiner’s attention required................ 1004
Incomplete requests for ?X parte reexamination....2227 Search......cccccoceeiiii e 702.01, 704.01
T T TSy g o oo sppies) 50160020
Informality, Action calling attention to.....707.07(a),

InC(_)mpIete respon§e ......................... 707.07(i),y710.02(b), 713.14 £07.07(a)
Time for. COMPIEting............... Information Center (See also: Scientific and Technical
Incorporation by reference.....103, 201.06(c), 201.11, Information Center (STIC))

201.17, 608.01(p), 2163.07, 2163.07(b), 2173.05(s) . . .

) . . Information Disclosure Statements (See also: Prior
Foreign priority application............... 201.13, 2163.07 Ve TS 201.06(d). 609, 1406
Inan E>_<am_iner’s Answer during inter partes Electronic Processing of.........c.cccoccieiiiinnnnn. 609.08
reexfs\mlnatlon.....:............................. ..... s 2677 Relationship to requirement for information.704.14(d
Public access to incorporated application............ 103 . . .

Incorrect citation of reference............ 707.05(g), 710.06 Informatlon material to patentability ) (See also: Duty
= of diSClOSUre)....ccovuveeeviiiieeee e, 2001.04, 2001.05
Indefinite claim.........ccccccoeonee 706.03(d), 2171 to 2174 Copending application.................c.cooroo.... 2001.06(b)
Alternative phrase...................... 2173.01. 2173.05(h) Copied Claims........cccueeveeiiiiiee e 2001.06(d)
Antecedent basis.........ccccceeeiiiiiiie i, 2173.05(e) Foreign appliCation............o...ovvvveeeerreeeenn, 2001.06(a)
Breadth COMPAred...........oooovwevosiiivieiini, 2173.04 LIGALION. ... eeveeee oo 2001.06(c)
Design applications......... 1503.01, 1503.02, 1504.04 Information on status of application referred to in
International application............................ 1845, 1874 PALENL. ...t 102
MUIEIPLCIEY....cveeiiieii e 2173.05(n) Information reasonably necessary for finding prior
Must be considered...........cccoviiiiiieiiniiennne 2143.03 =L TP UPRTIN 704.11
Nonelected Claims..........cceeiiiiiiiiiiie e 821 Information sent to applicant for guidance............... 703
Numerical ranges..........ccccovcvveiiieeenineenns 2173.05(c) Information submitted with protest................... 1901.02
ProliX...cveee e 2173.05(m) Infringement action
REJECHIONS. ...eiiiiiiiiiiie e 706.03(d) Statute of liMitationS..........cccevieiiiiiiiieieeee, 2204
35 U.S.C. 112, first and second paragraph INID codes or numbers........... 901.04, 901.05(b), 2290
COMPAred........cceviiieiiiiiese e 2174, 2185 Initial data capture for printing...................... ...1309
35 U.S.C. 112, sixth paragraph limitations.....2181, Initial examiner review of reissue 1443
2185 Ink color
Independent claim...........ccociiiiiiiiniens 608.01(n) Black... 707.10, 719.02. 719.05
Independent, definition............ccccceeiviiieieiiiins 802.01 Red.. 714.18. 719.02
Independent inventions.....802., 802.01, 803. 803.02. PErMaNeNt...........oovvvvererrveenn, 608.01, 714.07, 714.19
806, 806.04(h), 8U6.06, 808.01(2) Inoperativeness............ccccceevveeennen. 2164.07, 2164.08(b)
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INPADOC — Interference

Sec. No.
AFfIdAVIL....c.eeeic 716.07
INPADOC 901.06(a), 905.06
Inquiries, Official and Congressional.............. 203.08(a)
Inquiries regarding patent search, examination, or
VALY ..o 1701
Inquiry as to status of application............... 102, 203.08
Application published.............cccccveveeeinnns 1128, 1134
INSANILY....coeiiiiieiiiee e 409, 409.02
Inspection
AMENdMENt........ccoeiiiiiiiee e 714.05
Application..........oooiiviie e 103, 104
Approval of POWET........cccuuiiiiiiiiiiee e 104
ASSIGNMENT. ..ot 301.01
AULNOTIZALION. ......coiiiiiiccicec e 402
By aSSIigNee........cccuveveeeiiiiieeeeees 104, 106, 106.01
By excluded or suspended attorney or agent....... 105
By inventor............
By licensee
Control of, By @sSignee..........cccccoeevvvveeeeeiiiineneennns 106
File Information Unit (Record room).............c....... 103
International application.............ccccceeeeiiiiieeeeennnnee 110
Patent file........oeeeeiiiiiiiieeeeee e 103
PtItION. ....oiiiiic 103
ReCOrd rOOM.....eiiiii e
Reissue application
Right Of ..o 103, 104, 106
Insufficient disclosure
Insufficient reply.....710.02(c), 711.02(a), 711.03(a),
714.03, 2266.01, 2666.30, 2671
Int CI (International Patent Classification).......... 903.09
Intellectual property compared............cccceeeevuenennn. 1512

Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273)...706.02(a)

Intent t0 Claim........cocoiiiiiiiiiiee e 706

Inter-American Convention (See also:

TrEALIES ) ciiiiiieieee ettt 201.13

INtEMEIENCE. ... 2300
Abandonment, suppression or concealment,
NOLICE. ...ttt 2138
Access to fileS.....ooiiviiiiiiiiiiii e, 2306, 2307.02
ACHION after.....coceiiiiie e 2308
Action after ex-parte reexamination................... 2284
Action after inter partes reexamination......... 2686.02
Action suggesting claims..........cccoeeeevieennen. 2304.04
Administrative patent judge handles................... 2301
Allowance of losing party’s application
(EStOPPEI)..eeeieeeeiiiieeee e 2308.03

Applicant suggests interference with patent...2304.02

Sec. No.
Applications in different Technology
CENLEIS...oiiiiiiie e 2304.01(b)
Basis of practice.......cccccooeveeriennnns 2138.01, 2301.03
Between application and patent..................... 2301.03
Between applications............ccocceveviieeiniieenns 2301.03
Cancellation of losing party’s claims......... 2308.03(a)
Claim of foreign priority........cccccevevvveeernnen. 2304.01(c)
Claim interpretation...........cccccevvvveevieee e 2301.03
Claim presented corresponding to patent
ClaiM. ..o 2301.03 to 2304.05
Claims, overlapping in two applications of same
DALY ...vcvcvceeeeeeececececeeeeeee s s e e s s en s s en s s s 2304.05
Claims, suggesting...........cocceevnunenn. 1003, 2304.04(b)
Claims corresponding to count support in
SPECIfICALION. ....ceei i 2163.03
Common oWNership.........ccooovveviieeiieee e, 2304.05
CoNCePLioN.....covcveieriee et 2138.01, 2138.04
Concurrent with appeal..........cccccoeviiiiiiennns 2307.05
Copending ex parte reexamination.................... 2284
Copending inter partes reexamination.....2686,
2686.02
Count, defined........cocuveiiiiiiiiiieiiieeceeee e,

Counts, formulation of.............ccoevvvvviieiiiiennnns
Dates, difference in effective filing
TC Director’s attention required

DeClaration......ccoeieeieiiiieiiee e 2301
DefiNitioNS........oveviiiiiiie e 2301.02
Determining Priority.........cccoeeeeeiiiieeneen e, 2138.01
Diligence, reasonable..................... 2138.01, 2138.06
Disclaimer, statutory.................. 706.03(u), 710.02(d)
Disposal count..........ccooiiiiiiiiiiiiieiee e 1705
Drawing PrintS.......cccocoveeiieeeniiie e 608.02(m)
Election of invention not affected...............cc......... 819
Entry of amendment filed in connection with

MOLION. ..t 2308.02
Estoppel.......ccoeevviiiiiieiiieene 715, 2138.01, 2308.03
EVIENCE....ccoiiiiiiiiiiiiec e 2138.04
Examination, Completion of.............cccoceeenns 2303
Examiner suggestion..........ccccovcvveniieeiiieens 2304.04
Final disposal of claims............cccccveveeiinnneen. 2308.01
Fraud........ooooiiiii e 2010
Generic claims.......ccccccooviiie s 2304.04(b)
Identification of patent, corresponding claims
presented.........cccvveeeiiiiiiiiee e 2304.02(a)
Inequitable conduct............ccccoiiiiiiiinii e 2010
Inter partes questions not to be discussed ex

PAIE... .ttt 2307.01
Interference Practice Specialist.....2301, 2302, 2303,

2304.04(a), 2304.04(b), 2307.04, 2308.03
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Interference practice specialist(s) — International application

Sec. No.

Interference-in fact, NO...........ccoeeevvivieennn 2308.03(b)
Interfering Subject Matter............c.coceeevveennes 2301.03
Judicial reVIEW.........eeeeeeeeiiiiiiiiieeee, 1216, 1216.01
Jurisdiction over interference.................... 2307, 2308
Losing party, may obtain copy of opponent’s
application..........ccooocueieeeiiiiiee e 2308.03(a)
Losing party, treatment of.............ccccevveee. 2308.03(a)
LOSt COUNLES.....cociiiiiiiiiiiieiieeeeee e 715
Motions

DECISION....uuiiii it 2308.02

SEAY . ettt s 2686.02

Suspend 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership...........c....c..... 2309
Order to ShOW CaUSE.........ccceviiiieeiiiieiieee e 2305
Patent in different Technology Center........ 2304.01(b)
Patentee sUgQeESHioN.........ccccevvieeiiiieeiiieees 2304.03
Petition refusal to initiate............cccceeevveennne 1002.02(c)
Power of attorney filed.............cccooeeennnne.
Preparation of papers by examiner
Priority time charts........cccocooeviiiniiecinieee
Provoking

In ex parte reexamination.............cccceeeeuvvene.. 2284

In inter partes reexamination.................... 2686.02
Public use proceeding............ccccceeviiiieneennn. 706.03(v)
Reduction to practice...................... 2138.01, 2138.05
Reexamination

Ex parte, copending with interference........... 2284

Inter partes, copending with interference.....2686,

2686.02
References pertinent to motions, made of
[=Tol0] o RPN 1302.12
Referring an Interference to the Board, Preliminaries
(o TSRS 2304.01
Reissue application............cccccveeene 1449.02, 2303.02
Reissue application copending with interference on
original patent.........cccevveeeeiiiiiieee e 1449.01
Reply to suggestion for claims..710.02(c), 2304.04(h)
Requirements for interference............cccccceeeene 2302
Requiring a claim........cccccceeevviiieneeencinen. 2304.04(b)
Requiring a priority Showing.........ccccoeecveeeeennnne 2305
Revocation of power of attorney...................... 402.08
Search.....ccccvveie e 1302.08, 2304.01(a)
Second Interference, NO..........cceeeevevvnnnnnnn. 2308.03(c)
Secrecy order application.............ccceeeeeenee 130, 2306
Special dispatch...........ccoecvvvieeiiiiinnnnn, 708.01, 2301
Statutory basis........cccceeeeeiiiiiiiieiis 708.01, 2301.01
Suggestion of claims............... 2304.03 to 2304.04(b)
Suggestion of claims, time limit................... 710.02(c)
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Sec. No.
Suspension of action pending outcome of
reexamination............cceeeeveeeeninne e, 2284, 2686.02
Suspension of ex parte prosecution....... 709, 709.01
Suspension of related applications................ 2307.03
Terminated open to public...........ccceevieenineninnenn, 103
TESHMONY ... 715.07(b)
Transfer of application............cccocveviviiieenns 2304.01(b)
WiNning party......cccocceeveieenieeenneennn 710.02(b), 2308
Written Description, Adequate.................. 2304.02(d)
Interference practice specialist(s).....2301, 2302, 2304,
2304.04(a), 2304.04(b), 2307.04, 2308.03
Interlibrary loans..........cccccooviiiiiiiniieieeee 901.06(a)
Interlineation in specification before execution....608.01
Intermediate-final product.............. 806.04(b), 806.05())

International application (See also: Foreign
applicationPatent _Cooperation _Treaty (PCT))

ADSEFACE. ... 1826
ACCESS. .ottt 101, 110
AGENL. it 1807, 1864.04
Amendment before the designated

OffiCe. i 1893.01(a)(2). 1893.01(a)(3)
Amendment of claims before International
BUFCAU.....ciiiviiiiiiiee e 1853
Amino acid SEqQUENCE...........ccccvveeeeeiiirennennn, 1823.02
APPIICANT....ooiii e 1810
Applicants different for different designated
StateS..co 1817.01, 1817.01(a)
Assignment document...........ccovveeeeeiiivieeeeeecnnnee, 301
AHOMNEY .. 1807
Attorney file reference number...........c.ccoccvvenee 1821
ClaiMmS.cceiieeeiee e 1824
Common representative........................ 402.09, 1807
Confidential statusS.........ccooeevvviiiiieviiiiiieneeenns 101, 110
CONENT....eeiiieiiiiie e 1812
CoNtINUALION. .....ceeiiiiiiieee e 1817.02
Continuation of.........cccceeeeeviieiiiiiinnnn, 201.11(a), 1895
Continuation-in-part..........ccccceeevivivieeeeeicnnenn. 1817.02
COrreSPONAENCE. ....ccoiiviieee et 1834
DeEfiNitioN......c.ooviiiieee e 201
Deposit aCCOUNES......c.ccovviviieieiiiier e 509.01
DEeSCHIPLON. ..ot 1823
Designation fee........ccocvvieiiiiiinieecinenn, 1817.01(a)
Designation of states.................. 1817.01, 1817.01(a)
Drawings......ccccceeeeiiiieeieeiiiieeee e 1825, 1893.03(f)
Drawings MiSSING......cccvverireeiiiieeniieesieee e 1825
Early national stage entry under 35 U.S.C.

371() e, 1893.01, 1893.01(a)(2), 1893.03(b)
EFS-Web filing......cccoeiiiiiirieieeeeeeeee 502.05
ElemMentS......cooiuiiiiieiieee e 1812



INDEX

International classification — Interviews

Sec. No. Sec. No.
Errors, reCtification Of..........ocveveveevevereeesererenanns 1836 International patent classification....................... 719.05
FEES...ciii e 1827, 1893.01(c), 1896 International searching authority.......................... 1840
FIliNG Gate. ..o 1810 International Trade COMMISSION.......coocosorsvcve 724
Foreign filing iCeNSe...........cocovoveveeeeeeeeeen. 1832 International-type search
Formal reqUIremMenNts. ............ceeveveveveeeveveseeninanns 1810 INtErNeL. ...
Forms (See also: Patent Cooperation Treaty (PCT): AAArESS. ..
Forms) Database cOolleCtions........cccooeeevvviivvviiiiiieeeeeeens 1730
Home copy.....ccccccuveee. 1801, 1848, 1879.04, 1895.01 Electronic mail...502.03, 713, 713.01, 713.04, 713.05
International preliminary examination................. 1860 General Information Concerning Patents............. 703
International search.........ccccooevviiiiiiiiiiiiiiieeeeeees 1843 KidS PAgES....cciviiiiiiiiii et 1730
International searching authority...............c....... 1840 “PatentIn” computer software (See also: Sequence
Inventor......... 1817.01. 1817.01(a), 1820, 1893.01(e) TUIES) ittt e 2430
Kinds of Protection...........c.ceeveeeeeeeevereeenenens Payment of maintenance fees by.............. 2510, 2522
Mail SEIVICE. oo PCT Legal OffiCe......ccvviiiiiiiiieiiiiiiee e 1730
MEMDEr SEALES. ..., 1817 Publication of Board DecCisions.............c....... 1213.03
Microorganism deposit...............ccccvevevevrennn.. Publication of the Official Gazette...................... 1703
National stage...............co.n.... Searching.......occoeeviiieiiic e 904.02(c)
Submission via EFS-Web Usage Policy.......cccoocveiiieiiniieenn. 502.03, 904.02(c)
Numbering of ShEets.........c.ccceueuiieeeeeerenns 1812 World Intellectual Property Office (WIPO)....., 1801,
QN ..o 1893.01(¢) 1851 _
Parent to national application....... 201.11(a), 1817.02 Inter partes qUESHIONS..........ccceeveeiviiiieee e, 713.06
POWET OF BHOMNEY........veeeeeeeeeeeereeeeeeeeeeeeeeeeen 1807 Interpretation of law, new
Precautionary designations..................... 1817.01(a) Intervening _ rights
Prior art effect............. 1857.01, 1896, 2127, 2136.03 In reexamination
PHOTIY e evveee oo 201.13(b), 1828 EX PAIte...ccoveie i 2293
RESOration Of............coovvvvereerererereeenns 1828.01 INEEF PAMES......ovoeiei 2693
Priority dOCUMENt.......vveceorovveersrereenn, 201.13(b), 1828 In reilnstated PALENTS......eiiiiieeeeeiiee e 2591
(=81 o7=YiTe) s FOTO OO 1857 N TBISSU...ooviii e 1460
RECOd COPY..vvreveeerreeerenen, 1801, 1828, 1832, 1848 Intervention by asSignee..........cccevicvieeieiiiiiiieeeeees 106
Rectification of obvious errors...................__ 1836 INEEIVIEWS. ...t 713
Refund of fees.....1827.01. 1850, 1852, 1865.01. Advance indication of issues to be discussed..713.01
1875.02 Allowed application..............cccceveeennee
REPIreSeNntation..............cccoeveeeveeresenessenenes 402.09 Appointment in advance
REGUESL. ... 1821 Attorney not of record...............
Search copy................ 1801, 1827.01, 1840, 1840.01 Authority to conduCt............cocoieeiiiniiiiiieenns
SEAICh fEE.......oecveeeeeeeeeeeeeeeeeeeeeeeee e 1827 Before filing.........coooniiniininiii, 713.02
Search repPOort.........ccoeeveeveeereeereeeereennnen, 707.05, 1844 Before filing amendment under 37 CFR
SECECY OFAEN. .. vvvveeeereeeeeeesreeeeeoens 115, 120, 1832 L3120 e 713.10
Signature of applicant.............c.ccocoeevrveeeeerenn. 1820 Before first action.............. 706.07(b). 713.01, 713.02
Time limits.....1836. 1842, 1843.05. 1879.01. DemonStration............ocuvveeeeeiiiieeee e ceiiiiee e 713.08
1879.01(a) During working days only...........cccceveeeviivnnnenn. 713.01
11 L=TO RO 1821 Electronic mail...502.03. 713, 713.01, 713.04, 713.05
Translation for U.S. national stage............. 1893.01(d) Excluded or suspended attorney or agent.....105,
Transmittal fee........oooceeiiiii e, 1827 113.05
Transmittal letter.......oooo 1830 EXNIDIt...ccviiii 713.08
Unity of invention........... 823, 1850, 1875, 1893.03(d) Exposure of other cases during............... 101, 713.07
Withdrawal.....ooo 1859, 1880 Field of search........cccccooviiiiiiiiii e 713.02
International classification...............cccocvevveveeen.. 903.09 Finally rejected application.............. 706.07(f), 713.09
How conducted..........cccoooiiiiiiiiiiiiiiieiiiiieeee 713.01
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Invention — Issue fee

Sec. No. Sec. No.
Inter partes qUESHIONS.........ccueveeeiiiiiieeeeeriie 713.06 Heirs.....ooee e 409.01(a), 409.01(d)
Interview summary form..........ccccoecvvene 713.04, 2281 Initials as a given name...........cccceeevveeenee 605.04(b)
Local attorney........ccccceeeevvvveeeeesinnnnnn. 713.03, 713.05 INSANE.....co i 409, 409.02
Made of record..........cccceevviienniinennnnn. 713.01, 713.04 International application....1812, 1817.01, 1817.01(a)
Merged reissue/ inter partes reexamination...2686.03 Legally incapacitated............c..coeecuveeeennne 409, 409.02
MOEL....coiiiiieeee e 713.08 MINOT . e 409
Oral agreement not binding............ccccceviveeennee 713.04 Name change..........ccccooeceennnenn. 605.04(c), 719.02(b)
Patentability report cases.........ccccceeeviiieeneenne 713.01 COrrection........cueeeeeeeiiiiee e 201.03, 201.05
Prior to first Office action................ 706.07(b), 713.02 (] (0 1] S 605.04(f
Prohibited..........ccooiiiiiiiiee e Petition.......ooiiiiiiie 605.04(c)
Protestor participation Typographical, translation error......201.03, 601.05
Question of patent validity...........cc.ccceevviveernneen. 1701 None available............cccccovvvenne 409, 409.03(b), 603
Record of substance required............ 713.01, 713.04
Reexamination
EX Parte....uuuueeiiiiiiiiiiiieiee e 2281
Inter partes 2666.30, 2685, 2686.03, 2687
Refused..........ccouun..n. 713.01, 713.02, 713.05, 713.10 Pro S, 707.07(j), 713.01
Requested in continuing application............ 706.07(b) Refuses to Sign......cccceevcvvieeeennns 409, 409.03(d), 603
Requested in Office action............cccccevcvvenereneene 707 Execution of oath..........ccoccceviieeiniinnne 605.04(b)
SoUNAING OUL...cccoiiiiiiee e 713.03 Representative Of...........oocoiiiiiiiieeee 400
Special Situations..........cccovcvieiiiee e 713.05 Requirements.........coceveviieiiiee e 2137.01
Substance made of record................. 713.04, 714.13 RESIAENCE. ... 605.02
Telephone.............. 101, 408, 713.01, 713.05, 812.01 Rule 1.53(b)........ 201.06(c)
Time allowed..........cocoveiiiiieiie e 713.01 Rule 1.53(d) 201.06(d)
Video conference.........ccccceveeeviivenennn. 713.01, 713.04 Self-prosecuted case....................... 707.07(j), 713.01
Videotape Showing..........ccccoviiiiiieeiiniiieeneene 713.01 Small entity Status.........ccoocieeieiiiiiiiiee e, 509.02
Where held.......ccooeeviiiiiiiiiiiieeee, 713.01 Unavailable...........ccccooveeeeeiiiiiiiiiinnn, 409, 409.03, 603
Invention (See also: PatentRejection) At least one joint inventor available......... 409.03(a)
Brief summary.........cccocoiiiiiini e 608.01(d) Last known address...........ccccoeecieieeennnns 409.03(e)
Detailed description...........cccocvveviveeiniieeennne 608.01(q) Proof.......cooei 409.03(d)
Made in this country..........cccccoovvivieeeeeiiinennn. 2138.02 Proof of irreparable damage................... 409.03(q)
Mode of operation...........cccceeveiiiieeeeeniiienn. 608.01(h) Proof of proprietary interest..................... 409.03(f
Inventive entity, Different.....706.02(k), 706.02(]) to Inventor’s certificate
706.02(1)(3) Priority benefit.........ccccoveveveeeenennas 201.13(a). 202.04
Inventive entity, Same(overlapping subject Rejection based ON.........ccccoovveveveeeennn. 706.02(e)
matter)......cooeeeeeiviiier e, 804, 804.03, 822, 822.01 Inventors Assistance Center..................._ 1730
Inventor (See also: Applicant Pro se applicant)....605 IPC (International Patent Classification) 903.09
gfg;rgin’ atleast one.....201.03. 201.11, 706.02(k). IPS (Interference Practice Specialist).................... 2302
Mng application............cccceveveveeeerennns 201.06(c) Irreparable damage, Proof Of..................... 409'03:;:
Correction (See also: Correction of inventorship) Issue  (See also: - Allowance _and.__ssue)
Issue batch number (no longer used)............... 1303.01
Deceased.........cccevvviiieennennnen. 409 to 409.01(f), 1820 I .
i ) Issue Classification Form/Sheet/Slip (See also: Form
Execution of oath/declaration by legal letters and forms).....903.07. 903.07(b). 903.09.
representative........ccceoeuvveeeeeiiiieeee e 605.04(a) 903.09(a). 1302.09. 1302.10. 1302.13
Government property rights statement............. 151 Issue fee..............
Duty of disclosure by..........ccccceeen. 2001.01, 2002.01 After payment
Foreign priority......ccccceevvcvveeee i, 201.13,2133.01 Credit Card PAYMENt...........oorroveeereereeeeeeeee 1306
Full first or middle name required................ 605.04(b) DEpOSit ACCOUNL........vrveeeereeeereseeeeeee 1303, 1306
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Issue of patent — Letters testamentary

Sec. No.

Failure to pay.....cccccouvvveeeeeiiiiieeeeee 711.03(c), 1306
Late payment 711.03(c)

Petition to accept late fee 711.03(c)
Reissue application...........cccovceeeviieiiieeeniieenae 1415
Who may file......ceeii e 1306
Issue Of patent........cccccvvvieeeiiiiiiiee e 1309
Deferred........coooieniiiiieni e 1306.01
Request for simultaneous issuance............... 1306.02
Issue of patent to assignee.........ccccocvvveeeeeiiiiieneennn, 307
Issuing in another TC without transfer............ 903.07(b)
J
Jacket (See also: File wrapper/history)
Japanese year system

Jepson claim............
Joinder, Improper 805
Joinder, generic or linking claim allowable.....821.04(a)
Joinder, product claim allowable.................... 821.04(b)
Joinder of INVeNtors..........cccooiieiiiiiiiieeee e 409.03(j)
Joint application, definition.............cccccoceeiinenne 201.02
Joint application, original oath...........cccccceeviiennnnen. 602
Joint inventor
OatN..cciie 602
Power of attorney to........cccceeeveviieee i, 402.01
Refuses to sign application............ 409.03, 409.03(a)
Rights of nonsigning...........cccceevcvvciiieenineen,
Jointinventors.....201.02, 201.03, 605, 605.07, 2137.01

Change in order of names
COITECHION....eeee et

Provisional application.............ccccceveeeiiiveeeeenn,
JOINE OWNEIS...ciiiiiiiiiiie et 301
Joint research agreement............cccccveeeeeiiieeee e 302
Common ownership.......cccccoevcveeeeeiiiiieeeeene 706.02(k)
Double patenting rejection based on disqualified prior
-1 o 706.02()(3), 804, 804.02, 804.03
Evidence required for establishing........... 706.02()(2)
Prior art disqualification under 35 U.S.C.
103(c).....706.02(1)(1), 706.02(1)(2), 706.02(I)(3),
2136.01, 2141.01
Statutory basis under 35 U.S.C. 103(c)........... 706.02
JOINt VENEUIE....oevieiiiiiiiie e 706.02(1)(2
Journal, Patent Office Society.........c..cccecuvveeeenne 707.06
Judicial NOtICe.......ceieiieiei e, 2144.03

1-57

Sec. No.
Judicial review
Ex parte reexamination proceedings................. 1216
Patent applications..........ccccceeeiiiiieiiiiiiieeeee e 1216
Standards of review by the Federal Circuit.....1216.01
Jurisdiction
Allowed application..........c.ccocceeeereennnns 714.16, 1305
Appealed application............ccccoovveveiiiieinineene 1210
Application before court............cococeeviieiinnene 1216
INterferenCe.......ccoeevveeeeeieiieeeeeeeeeeee 2307.02, 2308
K
Kind COdES......coviiiiiiiiiiice e 901.04(a)
Kinds of patent documents...........ccccoeeveeviieeenineen. 1851
Korean Intellectual Property Office (KIPO).....1827.01,
1840.02, 1850, 1860
L
LACHES...ueeeiie i 2190
Lack of unity of invention..823, 1844.01, 1845.01, 1850
Lack of utility.........ccceeievreieennnnen. 608.01(p). 706.03(a)
Language, Offensive.............ccccevvneenne
Language of Papers........cccccevviinieriiieiieieeneee
Late payment of issue fee
Law, new interpretation of.............ccccoveiiereeeiiinnen. 1207
Laws, Patent (See also: Statutes)
Legal representative refuses to sign.............. 409.03(c)

Letter (See also: ActionForm letters and formsLetter,
Examiner’s)

Abandoned after allowance..............c.ccceevnneen. 711.05
Congressional iINqQUIry.........ccccceevvieeeeennes 203.08(a)
Drawing transfer.........cccceviieiiieciiiee, 608.02(i
Official INQUIrY........ccovvveeiiiiieec e 203.08(a)
SEALUS. ..ttt 203.08
Letter, Examiner's (See also: Examiner’s Letter)
Letters, receipt and handling.............cccceeeeiiiivnnnennn. 500
Letters of administration.....409.01(b), 409.01(c),
409.01(e)
Letters testamentary...........cccoccveeiiiiineereennnns 409.01(b)
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Library, Scientific — Maintenance fees

Sec. No.

Library, Scientific (See also: Scientific and Technical

Information Center (STIC))
Library Services.........cccccceiiniiieie i 901.06(a)
Libreville Agreement (See also: Treaties).......... 201.13
License agreements under patent...........cccccceerueene 301

Recording Of......cccocvvviieeininenn.
License rights clause
License to file foreign application....115, 140, 706.03(s)

Sec. No.

Mail date as filing date...........cccvvveveeiiiiiiiee e, 513
Mall StOP....eeviiiiiiiie e 501
Mail Stop 8 (Solicitor).................. 501, 1216, 1216.01
Mail Stop 10.......ccevvvieriiieiinen, ....1232
Mail Stop 16 (Refunds) 509.03
Mail Stop AF ... 714.13
Mail Stop Assignment Recordation......... 501, 302.08
Mail Stop Conversion..........cccceeveveeeeneeeenne 601.01(c)

Mail Stop Document Services..103, 501,
2222, 2232, 2501, 2622, 2632

1430, 1470,

Mail Stop EBC.......c.c.ovvieeiiiiiiie e 403

Mail Stop Ex Parte Reexam...501, 2222, 2224, 2226,
2231

License to file international application.......... 140, 1832
LICENSEE, ACCESS......evniieieteieiieee e 106.01
Licensing and Review section.....115, 120, 140, 150,
502, 502.01, 706.03(b), 706.03(s)

Linking claim.....806.04, 806.05(c), 809, 809.03,

821.04(a)

Transitional application ....803.03(a)
Traverse of rejection.........cccevevcveeiiiiennnnen. 818.03(d)

List of countries giving right of priority................ 201.13

List Of deCISIONS.......ocueiiiie i 1]

List of prior art in reexamination.................. 2257, 2657

Literature citation in specification................... 608.01(p)

Litigation information, Duty to disclose......... 2001.06(c)

Litigation not stayed in reissue............cccccueeenee 1442.02

Litigation, reexamination copending

EX pParte......ooooiiieee e 2286
Inter partes..........cccoevene 2640, 2681, 2686, 2686.04

Litigation related reissue....... 1404, 1442.01 to 1442.05

Litigation, stays...........c....... 1442.03, 1442.05, 2686.04

Living matter (See also: Biotechnology)

Local representative of attorneys............cccecvvveeenn. 408

Locarno international classification

designation...........occueieeiiiiiiee e 903.09(a)

M

Machine, process or product.....806.05(e), 806.05(f),

806.05(g)

Mail (See also: Mail Stop and Correspondence)
AdAreSS. ... 501
Depositing correspondence...........ccccocvveeerveeennnee. 502
DiStriDULION. ..o 501
EXPrESS...ccviiveeeeiieeiresiesieeie v, 502, 513, 711.03(c)
Identification..............oovvvviiiieiieeieeeee. 502, 503
Receipt and handling..........c..ccoeeviieiiiiiiiieeee s 500
Undelivered........cooooovveeiiiiiiieiiiiiene 707.13, 1303.02
ZIP COUB...coitiiiiieie ittt 502
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Mail Stop Expedited Design..........ccccceeeunneee. 1504.30
Mail Stop Express Abandonment.....1002.02(r), 1125
Mail Stop Inter partes Reexam.....501, 2622, 2624,
2631

Mail Stop Issue Fee.........ccccc....... 502, 1306, 1306.02
Mail Stop LE&R......ceiieiie e 120
Mail Stop M Correspondence..................... 501, 2510
Mail Stop MPEP.......cooiiiiiiiiee e
Mail Stop OED.......cccceveeiiiiiiie e 402, 407
Mail Stop Patent Ext......501, 1002.02(b), 2754, 2754
Mail Stop PCT.....501, 1805, 1808, 1821, 1823.02,
1865

Mail Stop Petitions....720, 1002.02(b), 1308, 1901.03,
2580, 2590, 2720

Mail Stop PGPUB.........ccccviiiieiiiieie e 1126
Mail Stop ReISSUE.....c.ccoiiiiiiieeiiiieiee e
Mail Stop Sequence...........ccccevcvvvennnee.
Mailing action..........c.ccoocvveeiee i
In ex parte reexamination........
In inter parte reexamination
Mailing, Certificate of (See also: Certificate of mailing

or transmission)
Maintenance Fee Branch............ccccccooniiinn. 1501
Contact information..............oooevvviieieiieeeeeeeeiieinn 1730
Maintenance fees (See also: FeeRefunds).....1730,
2500
Attorney or agent
Handling of requests to withdraw................... 2560
Revocation of power of attorney........... 2501, 2560
Change of correspondence address........ 2501, 2542
Credit card used for payment of................ 2510, 2522
Due dates for payment.........cccccocvvvveeeiiiiiinee e, 2506
Duplicate Payment...........ccccceeeiiiieiiiiiniiiiee e 2532
Facsimile submission...........ccccoccviiiiiiiiiiienene 2510
Fee address.......ooveveiiiiiiie e

Fee amounts



INDEX

Mandatory Classification — Multiplicity of claims

Sec. No.
FOrMS.. e 2595
Information available from Maintenance Fee
Branch........cooooiiiii e 1730
Information required with payment........... 2515, 2530
INSUFFICIENT. ..o 2531
Internet SUbMISSION..........cciiiiiiiiiiie e 2510
Intervening rights in reinstated patents............... 2591
= <R 2531
Mailing address for maintenance fee
AOCUMENLES.....covveeieiiie e 501, 2510
Mailing address for payments..........ccccceeevvveennnee. 501
Maintenance Fee Branch..........cccoccccovveienienens 2501
Method of payment............cccoooviiieiiiiiiiieee e 2522
Notices — Expiration, Receipt, Reminder............ 2575
Obligation to pay while reissue is pending.....1415.01
OVEIrPaYMENT.....cceeiiiiiieeeie e 2550
Patents subject to payment of............cccovveerinne 2504
Payment informalities..........cccoovveriiiiiieeeniieene 2530
Petition to accept.........cccveveeeinnnnen. 2515, 2531, 2590
Reexamination...............cceveeeeiiiiiiieeeeiee e 2506
Refusal to accept and record payments, Review
Of e 2580
Reinstatement, delayed payment....................... 2590
Unavoidable delay basis...........ccccccceveeeiiinnnnn. 2590
Unintentional delay basis...........cccccceeeiunnnee.. 2590
Reissue patents.....1415.01, 1443, 2504, 2506, 2520
Saturday, Sunday or Federal holiday, due on.....2504,
2506
Small entity status requirements.............c.......... 2550
Special ACCEePLaNCE.........ccuuveeeeeiiiiieee e 2530
Status requestsS.........ooooeeeeiiieiiiiiiiiieeeeeees 1730, 2570
Mandatory Classification............c.cccecveveeeiiinnnnn. 903.07
Manual, authority Of..........ccoociiiiiiii e,
Manual, subscription address..........ccccveeeiiciiereenenineen.
Manual of Classification............c.ccccovvieeiiiernnne .01
Manuscript decision................... .06
Margin, application papers .01
Mark of applicant..........c.cccoovviieeiiiiiieee e 605.04(d)
Marking in application, erasing at allowance.....1302.01
Marking, SECUFLY........ccoviuviiriiie i 121
Markush claim.............. 803.02, 2173.05(h), 2173.05(0)
Antedating reference for..........ccccceeiiiiiienenns 715.03
Supportingdisclosure.....608.01(p), 2163.05, 2164.03
Master classification file (MCF)...................... 902.03(a)

Material mistake by Office in published PG-Pub....1130
Materiality of information regarding patentability (See

also: Duty of disclosure)
Mathematical algorithms............ 706.03(a), 2106, 2181
Matter not in original disclosure..................... 608.04(a)

Sec. No.
MEEANS....cceeiee e 2181
Broadest reasonable interpretation.................... 2181
Equivalent compared to Doctrine of
EQUIVaIENTS......ooeiiiiiee 2186
ODVIOUSNESS.....ooiiiiiieiiiii it 2183
Prima facie case of equivalence.............. 2183, 2184
Related issues under 35 U.S.C. 112, first or second
Paragraphs. .......ooccuveeeeeiiiiiee e 2181, 2185
Scope of the identification of prior art................. 2182
Single means claim............ccccoouee. 2164.08(a), 2181
Means plus function limitations.....706.02(m), 2106,
2111.01, 2114, 2181 to 2186
Mechanical search..........cccccoviiiniiiniieenccee, 719.05
Memorandum, Citation..........ccceeeevveeeeviiiieeennnnnnnn. 707.06
Merger of ex parte reexamination and reissue.....2285
Merger of inter partes reexamination and
FRISSUC. ..uiiieeiiiiiiie e ettt e e e e ettt e e e e e neae e e e e enees 2686.03

Merits, Appeal to Board of Patent Appeals and
INEEIEIENCES. .....eiiii e

Method of making and apparatus or product.806.05(e),
806.05(f

Metric (S.1.) system usage........ccccceeeivvirereeennnnns 608.01

Microorganisms (See also: Biotechnology)
Microorganisms, depositof....1823.01, 2402 to 2411.05
Microorganisms, patentability of.....706.03(a), 2105,
2164.06

Militarily Critical Technology List (MCTL)................. 120
Military officer notary..........cccoocvieiiiiie s 604.03(a)
LY g To] ST 1Y/=T o] (o] SO 409
Misjoinder, Effect on patent............cccccceveeeiiiinenennn. 805
Misjoinder of inventors.....201.03, 1402, 1412.04, 1481
Mistake (See also: Correction of patentErrors)
Mistake by Office in Pre-Grant Publication............ 1130
Mode, Best (See also: Best Mode)
Mode of operation..........cccccoeveeeiiiicrieee e, 608.01(h)
MOEL ... 608.03
Model, return.......ccccoveeeiiiiiii e, 608.03(a)
Model at INtervieW.........c.evevieeiiiiiiiee e 713.08
Model filed in priority country...........ccccceeeens 201.14(b)
Months, foreign language names................... 901.05(a)

Motions in interferences (See also: Interference:
Motions)

Multiple dependent claims
Fee calculation.........ccoooovveeiiiiiiiireinnnn. 607, 608.01(n)
Handling.........ccoveviiieiieeeee e 608.01(n)
Restriction practice..........ccccceeevvciiereeiiiineen, 608.01(n)

Multiple papers on same issue in protest.....1901.07(a)

Multiplicity of claims.....408, 707.07(g), 714.16,

2173.05(h), 2173.05(n)
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Multiplicity of species — Nonelected invention

Sec. No.

Multiplicity of species...........cccccoeueeen. 806.01, 808.01(a)
Munitions Lists of the International Traffic Arms

Regulation (ITAR).......cuviiiiiiiiiiee e 120

N

NAFTA e 715.07(c)

Name (See also: Applicantinventor)

Change........ccoevevveiecieeeeene, 605.04(c), 719.02(b)

COrTeCHION. ...t 201.03

(O] o 1= USRI 605.04(f

PetitioN......eee e 605.04(c)

Translation, typographical error................... 201.03

Change, file sent to Office of Initial Patent Examination
(Office of Patent Application Processing

(OPAP)) ..ottt 605.04(c)

Full first or middle required.............cccccveenee 605.04(b)

(O] o [ T PTPT USRI 605.04(f

Signature (See also: Signature)

Uniformity with signature.............cccccoveveeennee 605.04(b)
Names used in trade...........ccccooviiieneeeniinnnnn. 608.01(v)
National Aeronautics and Space Administration
(NASA)...cc ot 115, 150, 151
National application..........cccocveeiiieeiniieeiiee e 201
National security, application affecting.....115, 120, 121,
130, 140
National stage application (35 U.S.C. 371).....201,
1893.03 to 1896

Compared with national application.................... 1896

Continuation or continuation-in-part....1895, 1895.01,
1896

DrawingS. ....cooiveeeiiieeenieee e 1893.03(f)
Filing date........ccoovveeiiiiieee e, 1893.03(b)
Information disclosure statement..609.03, 1893.03(q)
Inter partes reexamination of..............c.ccocvveen. 2611
Order of examination...........c.ccocceernuneen. 708, 1893.03
Petitions related t0...........ccceevviieiiiiniinenen. 1002.02(p)
PrIOMILY ..o 1893.03(c)
Unity of invention...........cccccoeevvvieeeeeicinen. 1893.03(d)
Naturally occurring article.............ccccceeeennns 706.03(a)
Negative limitation............cccevvveiiieeiniinene 2173.05(i)
Negotiation authority.................. ..713.05
New application (definition) 203.01
Assignment to examiner for examination.....903.08(b)
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Assignment to examiner in TC for
examination.................. 903.08, 903.08(a), 903.08(e)
Classification by primary examiner.............. 903.08(b)
Examiner review for completeness............ccc........ 702
INSPECHION.....eiiiiiie e 903.08(a)
TranSfer... ..o 903.08(a)
Transfer refused.........cccccevieiiiieciiie, 903.08(d)
New examiner, action by..........ccccceevveeeniieenne. 707.01
New ground of rejection by the Board of Patent Appeals
and INterferenCes. .......coooveeeeeeiiiiieee e 1214.01
In inter partes reexamination................... 2681, 2682
New ground of rejection in inter partes
reexXamination..........c.cveveerieeneesieenee e 2671.01
New ground of rejection on appeal................... 1207.03
New matter.......ccccccvvieiiiinininie 706.03(0), 2163.06
Amendment of disclosure...608.04, 2163.03, 2163.04
Claim.....cccooeiiiiiienee 608.04, 706.03(0), 2163.03
Appealable...........ccccoiiinii 608.04(c)
Claim terminology........ccccovveeevierenieieiiinenn, 608.01(0)
Continued prosecution application (CPA).....201.06(d)
Continuing application...................... 201.07, 2163.03
Design application.....1503.01, 1503.02, 1504.01(a),
1504.04
DiSClOSUIe.......ueeiiiieieeeiiee e, 608.04, 2163.06
Divisional application............ccccceeiviiieniineenne. 201.06
Drawing........cccocvveveerieeneenineenennn 608.04, 706.03(0)
Inherent characteristics............ 608.04(a), 2163.07(a)
ODbjJeCtioN.......oveviiiieiiie e 706.03(0), 2163.07
Petitionable...........ccceoiiieniiiennns 608.04(c), 2163.06
Preliminary amendment............. 608.04(b). 714.01(e)
Priority.....cooeeeiiiiiee e 2163.03, 2163.05
Reexamination, inter partes........... 2671.01, 2671.02
Reissue application...........ccccceeviiiierienininenn. 1411.02
Rejection..........c.ccceevnnen. 608.04, 706.03(0), 2163.06
Specification, petitionable................ccc.ee..... 608.04(c)
Substitute specification................c........ ...608.01(q)
Trademark definition...........ccccovcvieriieeinnenn, 608.01(v)
When entered..........cccooevvnieniinieennn, 714.19, 714.20

NIRC (See also: Notice of Intent to Issue Ex Parte
Reexamination CertificateNotice of Intent to Issue

Inter Partes Reexamination Certificate)
Nonanalogous art............. 904.01(c), 1302.14, 2131.05
Design applications.............cc...c.... 1504.02, 1504.03
Nonelected invention
Claims to
Added.....oooiiiiiiiee e 821.03
Canceled......ccccevvveeeeeeeeece, 821.01, 821.02
Eligible for rejoinder............ccceviieiiiieiniiee 821
Withdrawn.........ccooeveeiiiiiiiee e, 821.01, 821.02
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Nonelected species — Oath

Sec. No.

Notice of Ex Parte Request for Reexamination in the

Official Gazette.........ccovcvveiiiiieiiiee e 2227
Notice of foreign filing after nonpublication
FEQUEST.....uiiiiiiiiiiieie ettt 1124

Notice of informal patent application form......707.07(a)

Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469.....2235, 2250, 2250.01,
2271, 2271.01, 2273, 2287, 2288, 2296

Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068.....2666.10, 2666.20,
2671, 2671.01, 2673.01, 2674, 2675, 2682, 2686.01,
2687, 2696

Sec. No.
Nonelected species
Claims to
Canceled.......ccccceeeviiieiieeieee
Eligible for rejoinder
Withdrawn..........ccoceeniiiienenes . )
Non-English oath or declaration......................... 602.06
Nonnaturally occurring manufacture or composition of
00 F= Vi (= SR UP USSP 2105
Nonpatent literature..........ccocceeeveeeviieesiieeeeee. 901.06
Nonprofit organization, claiming status as.......... 509.03
Nonprofit organizations............ccccceeevieeeniniennnnne. 509.02
Nonprovisional application (See also:
Application)...cccvevveeeceeiinerennenenn 201.04(a), 506, 601
Nonpublication request, Application...................... 1122
Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35
Cited....ooiiiecee e 1121, 1122
Reproduced..........occueiieiiiiiiieee e 1135
Nonreceipt of Office letter..........cccocevevvvrennnn. 711.03(c)
Nonsigning inventor’s rights...........cccccoevvenee. 409.03(i)
Nonstatutory claim...........cccccceeeunnns 706.03(a), 2107.01
Nonstatutory claim, canceled...................... 1302.04(b)

Nonstatutory subject matter.....706.03(a), 2105 to
2107.01

Not fully responsive amendment.....714.02, 2266.01,
2666.30, 2671

Notary jurisdiCtion..........ccccevvveeenieeeiieee e 604.02
Notary jurisdiction, military officer.................. 604.03(a)
Notary jurisdiction, venue agreement................. 604.02
NOtary S€al......cccueviviiiiiiieeiiiie e
Notation on

Foreign application
Parent application..............ccccovevvennnee.
Notice, CItation.........cccocvevieiriiiiiiesee e
Notice of allowability.............cccoeiiiiiiiinns

Notice of allowance (See also: Allowance and
issueForm letters and forms: Notice of Allowance
and Issue Fee Due PTOL-85).......ccccevvvvvveeierernnnns 1303

Assigned application...........cccccoecveiie e, 308
Deceased iNVeNtOr.........ccueeeeeiiiiiiieee e
Reissue application................
Secrecy order application
Undelivered...........coooiiiiiiiiiiiieee e

Notice of appeal..........ccovcvviiriiiiiiieee e 1204
EX parte reexamination............cccceeeviivveeeeesinns 2273

Inter partes reexamination............. 2662, 2667, 2674
Notice of cross appeal.................. 2662, 2674, 2674.01
Notice of Ex Parte Reexamination Certificate Issuance
in the Official Gazette...........coccvveveeivciiinee e, 2291

Notice of Intent to Publish Statutory Invention
Registration, SIR-L........cccccciiiiiiiiiiiicee e, 1107

Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette.................. 2688, 2691

Notice of Inter Partes Request for Reexamination in the
Official Gazette.........ccccvevvevcieeniiiieieenee, 2627, 2629

Notice of New or Revised Pre-Grant Publication....1127

Notice of Non-Compliant amendment....714, 714.01(e),
714.03

Notice of Pre-Grant Publication..............ccccccvvvnnns 1127

Notice of references cited form (PTO-892).....609.02,
609.03, 609.04(a). 609.05(a), 609.05(c), 609.06, 707.05,

707.05(a) to 707.05(e), 2687

Notices (See also: Publication)........ccccveeennes ,707.06
Notices, maintenance fees.............ccccceeeevvcivnnnnnns 2575
Nuclear material application.............ccccccecoee 706.03(b)

Nucleotide sequences (See also:
BiotechnologySequence rules).....803.04, 1823.02,
1848, 1850, 1877, 2400

Publication on web for PG-Pubs.............cccccuee.. 1121
Restriction practice............cc....... 803.04, 1850, 2434
Nullification of double patenting rejection........... 804.01
Number, Application.............ccccovvveeiiiiiieneenn. 503, 506
Number, Drawing reference character........... 608.01(g)
Number, Serial..........ccooovviiiiiiiiieeeeeeeeeen, 503, 506
Numbering of papers in file wrapper.............. 719.01(a)
Numbering paragraphs of letter...................... 707.07(k
(0]
Oath (See also: Declaration)
After appeal.......ccccceeeviiiiiiiee e, 1212.02

Antedating reference (See also: Affidavit, swearing
back of reference (37 CFR  1.131))
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Oath, Antedating reference — Offer to sell

Sec. No.
MINOK, DY 409
NON-ENGlish.......coooiiiii 602.06
Original (See also: Oath, Original, Rule 1.63).....602
Plant application (Rule 1.162)...........ccccceevveeennee 1604
Reissue (Rule 1.175)............... 706.03(x), 1414, 1444
Supplemental.........cccccceviiieiiiie e 1414.01

Supplemental........ccccoevvieiiiieeeen 602.02, 603
Supplemental and allowance............c.ccccuueee... 603.01
Traversing rejection (Rule 1.132)........ccccccvvevrinennn. 716

Oath, Antedating reference (See also: Affidavit,

swearing back of reference (37 CFR 1.131))....... 715

Oath, International application

Oath, Original, Rule 1.63..........cccccceeeviiiiieeeeeeiieen. 602
AdMINISTENNG...ceivviieiiiee e 604
Amendment.........oooiiiiiiii e
Attorney administers........ccccovveveriiierinee e
Consular certificate.................
Continuing application...........ccccccoevvevieeeenne
Copies, filing Of ... 602
Date of eXeCUtioN.........cccevvviiiiieiieniieneceeee
Declaration in lieu of, Rule 1.68............cccceeevevunnnn. 602
Defective........ooovenieiiieneennne. 602.01, 602.02, 602.03
Delayed filing.......cccoveeiiiiiiiiie e 506
Divisional application............cccccceeeeiniineeen. 602.05(a)
Executed before alteration of specification...605.04(a)
EXECULION.....eiiiiiiiiiiiie e 604
FacSimMile. ... 602
Foreign execution...........ccccvevieeeniiie s, 602.04
Foreign-filed applications listed.....201.14, 201.14(c),
202.04
Invalid, By attorney in case.........cccccevevveeeeennne 604.06
Jurisdiction of notary...........cc......... 604.02, 604.03(a)
New required........cccceeeeeiiuireeeeeeinnnne. 602.01, 602.02
Notary.....602, 602.01, 602.04(a), 604.01, 604.02,
604.03(a), 604.06
Notary certificate..........ccooevveriieeiniiieiieee, 602.01
Notary jurisdiction.............c.cccceuueee. 604.02, 604.03(a)
Refers to preliminary amendment....... 601.01(a), 602
SAL .t 604.01
Seal, Foreign application.............cccceeeeeeinnns 602.04(a)
Seal, Not required...........cccceeeeennnne 604.01, 604.03(a)
Signed before alteration of specification.....605.04(a)
SUDSHIULE. ....eeivicieereeceee e
VEBNUE. ...ttt

Oath, Supplemental, Rule 1.67
After allowance...........cccocovevienieneneenne
Change of inventorship...........

Oaths, Conflicting.........ccccveeiiiiiieee e

Rev. 9, August 2012

A-62

Sec. No.
Object of INVeNtioN..........cccoeveiiieeirieeeee 608.01(d)
Objection contrasted with rejection.................... 706.01
Objection, Dependent claims..............ccceeee.. 608.01(n)
Objection to formal matters, When made.....707.07(a),
707.07(j), 710.02(b), 714.14
Obvious error, correction.............
Obviously informal application
Obviousness................ 706.02, 706.02(j), 2141 to 2146
Age of reference........ccceeeiiii e, 2145
Analogous prior art........... 1504.03, 2141.01(a), 2145
Design applications.........c.ccccevveveeniieeiineenns 1504.03
Form paragraphs used for rejection........... 706.02(m)
Number of references..........ccccoiiiiiiiiiiiine 2145
Ordinary skKill, level of..........ccccoveeiiiiieenis 2141.03
Prima facie case............... 2142 to 2143.03, 2144.02
Predictability...........cccooiiiiiiii e 2143.02
Rebuttal against..........ccccoecvvveeiiiiiiieree e, 2145
Process claims, nonobvious product............. 2116.01
Provisional rejection..........c.ccccceeeiiiiienenn. 706.02(k
RANGES. . ..ot 2144.05
Rationale for.........cccovvviiniiiieennnn, 2144 to 2144.09
Adjustable, making..........cccccovieiieniinnnnn. 2144.04
Aesthetic design changes............cccccouee. 2144.04
Automating manual activity........................ 2144.04
Duplication of parts.........cccoccveeiiiineeennnes 2144.04
Elimination of element or step................... 2144.04
Equivalence, art-recognized...................... 2144.06
GENUS-SPECIES. ...eveieeeeeiiiiieeeeeeiiieea e 2144.08
Integral, Making.........ccccoovveeeniiieniieeinnenn, 2144.04
Omission of element or step...........cc......... 2144.04
Portable, making........cccccoociiiniiiis 2144.04
Proportion changes.............. 2144.04
Purifying old product 2144.04
RANGES. ... 2144.05
Rearrangement of parts...........cccceeevvennne. 2144.04
Reversal of parts.......cccccoecvvevieiiiiiinee e, 2144.04
Separable, making.........cccoooiiiiiiiiiinnn. 2144.04
Sequence, change iN.........ccccevveeeiiieens 2144.04
Shape changes.........ccccceevviiiieee i, 2144.04
Size changes.........cccocuveeeeen. 2144.04
Species-genus 2144.08
Rebuttal arguments by applicant........................ 2145
Teaching away in prior art.................... 2141.02, 2145
Offenlegungsshriften.........c..cccovvenieiinnen. 901.05(b)
Offensive language 608, 1504.01(e)
Redacted in Pre-Grant Publication..................... 1120
Offensive subject matter.................... 1003, 1504.01(e)
Offer to sell...c.oveereccecce, 706.02(c), 2133.03(b)




INDEX

Offer to surrender original patent (not required) — OIPE

Sec. No.

Offer to surrender original patent (not required).....1416

Office action (See also: Action)

Office action in ex parte reexamination......2260, 2262

Office action in inter partes reexamination..2660, 2671
Not closing prosSecution...........cccceveveeeeiveeens 2671.01
Reopening prosecution after ACP....... 2673, 2673.01
Reopening prosecution after Examiner’s

ANSWET .....oiiiiiiiiiiii i 2679
Reopening prosecution after RAN............ 2676, 2677
Office date stamp.............. 505, 506, 710.01(a), 714.18
Office NOUIS.......ccciiiiiii e 510
Office of Congressional Relations.................. 203.08(a)
Office of Electronic Information Products............ 1730

Office of Enrollment and Discipline.....406, 407, 410
502, 510, 601.03, 604.06, 714.01(a), 714.13,
1002.02(k)(1), 1002.02(m), 2205, 2220, 2620

Mailing address.........ccccevuieeiniiennieee e 501
Office of General Law...........ccccevvveveneennn. 1002.02(k)(2)

Office of Initial Patent Examination (Office of Patent
Application Processing) (See also: Incoming-Mail
Section).....201.03, 201.06(c), 201.06(d), 202.02,
202.03, 203.08, 501, 502, 503, 506, 601, 601.01(d),
601.01(f), 601.01(qg), 601.01(h), 602.05(a), 605.04(c),
605.04(f), 605.04(qg), 607, 608.01, 608.02(a), 608.02(z),
609.07, 707.07(a), 714.16(d), 719.01(b), 719.02,
719.02(b), 903.08(a), 1306, 1414, 2501, 2560

Application Assistance Unit..........cccccooveeinieeenne 1730
Contact information........ccc..oeevvvveeviiiieeeeeeeeeeeeenn, 1730
Petitions handled............cccccooeeeeiiiiiiinniinnn, 1002.02(q)

Office of International Relations........ 201.13, 203.08(a)
Office of Patent Classification........ 903, 903.05, 903.09
Office of Patent Legal Administration (OPLA) (See also:
Central Reexamination Unit (CRU)).....103, 409.03,
409.03(h), 409.03(j), 506.02, 706.02(1)(2), 720, 720.01,
720.03, 720.04, 1002.02(b), 1430, 1449, 1449.01, 1451,

1456, 1457, 2227, 2236, 2237, 2239, 2285, 2289, 2294,

2626, 2642, 2666.50, 2667, 2668, 2686.01 to 2687, 2694

Office of Patent Publications (Office of Data
Management).....104, 201.14(c), 203.04, 502, 502.01,

603.01, 608.01(m), 608.02(z), 711.01, 711.05, 714.16(d),

724.05, 903.07, 1302.05, 1302.05(a), 1302.12, 1303.01,

1308, 1309, 1309.02, 1611, 2229, 2235, 2283, 2287,
2289, 2635, 2686.01, 2687

Hand-delivery of papers t0........cccceeeiiiiiieeeeennines 502
Petitions decided..........cccevvieeiiiiieniiienne 1002.02(r)

Pre-Grant Publications Division.....502, 502.01, 1120,
1122,1125,1126, 1730

Telephone nuMber..........cccoooiiiiniiiee 1730
Office of Patent Quality Review......... 1302.04, 1308.03
Office of Patent Training...........ccccvveeeeiviveeneennn. 713.01
Office of PCT Legal Administration............... 103, 1730

1-63

Sec. No.

Office of Petitions.....106, 201.03, 502, 605.04(c),
605.04(f), 605.04(qg), 609.04(b), 1002.02(b), 1308

Location and phone number...........c.ccoccceeevienns 1730

Office of Public Records.....103, 104, 711.04, 1128,
1309, 1730

Hand-delivery of papers t0.........ccccveveeviiiiiieeennnns 502

Office of Solicitor..302.04, 311, 1002.02(k)(3). 1216.01,
1216.02,1701.01, 1720, 1721, 2207, 2240, 2681

Mailing address.........ccccveveeeiniiiineee e 501
Office of the Commissioner for Patents....409.03, 1721
1901.03, 1902.01

Duty of disclosure t0........ccccceevvieeniieeiiieeens 2001.03
Office of the Deputy Commissioner (Associate
Commissioner) for Patent Examination Policy....502.03
720, 720.01, 720.03, 1002.02(b), 1721, 2677

Petitions decided by.........cccccoviiiiieeinnnen. 1002.02(b)
Official action........cccovvieiiiiii i 707
Official Gazette(O.G.)......cocvvvevrveeernnnnnn 409.03, 1703

Claim published.........cccccccviiiiiiiiniiieee s 1302.09

Reissue application...........ccccovceeeiiieeinineenne 1455

From ex parte reexamination certificate........ 2287

From inter partes reexamination certificate....2691
Copies and Subscriptions
Defensive publications............cccccoevveeiineenns
Designating classification
Drawing figure

Issuing as U.S. patent..........ccccevevvveinieeeninnenn,
Notice of ex parte reexamination certificate.....2288
2291

Notice of inter partes reexamination certificate.2688
2691

Notice of Certificate of Correction............. 1480, 1485
NOLICES. .eeiiie it 1703
Notices of maintenance fees due............. 2501, 2575
Notice of ex parte reexamination request.......... 2229

Notice of inter partes reexamination request.....2627
2629 to 2631

ONINE...oiiieie e 1703

Patents. ..o 1703
Published electronically...........ccccoveiiiiiinininnnns 1703
Publishing disclaimers.........cccccocoiiiiiiiiiinnennns 1490

Reissue application filing notice.....1430, 1441
1441.01, 1443, 1453, 1457, 1470, 1703

Statutory Invention Registration (SIR)................ 1111
Trademarks. ... 1703
Official INQUINIES.......cocvviiriieiiee e 203.08(a)
Official NOtICe.......coevviiiieiiiiie e 2144.03

OIPE (See also: Office of Initial Patent Examination
(Office _of Patent Application Processing))
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“Old art” use in deciding request for reexamination — Overlapping applications

Sec. No.

“Old art” use in deciding request for
reexamination............ccceeeeeieeeeeeeeieiiiicie s 2242, 2642
Old combination...........ccceeveviieniiieiirie s 2173.05(j)
Omission in reply, inadvertent.....710.02(c), 2266.01,
2666.30
Omnibus claim........ccccoeeevieennen. 706.03(d), 2173.05(r)

Cancellation...........ccceceeiiiieenie e 1302.04(b)
On-line search (See also: Electronic
databases).................. 706.02(e), 901.06(a), 902.03(e)
On sale (See also: Public Use).....706.02(c), 2133.03,
2133.03(b)

Affidavit or declaration...............cccevvirivieneennne. 715.10

Anticipation rejection..........cc.cccceeeeeriineenn. 2133.03(b)

BUYET ... 2133.03(b)

Commercial activities.....2133.03, 2133.03(c),

2133.03(e), 2133.03(e)(1)

Completion of the invention.....2133.03, 2133.03(h),

2133.03(c), 2133.03(e)(1), 2133.03(e)(3)
Admission of completion by 37 CFR 1.131

Sec. No.

operative........ccovevveeeeniieeiiee e 2164.07, 2164.08(b)
Operative example........cccccverviiiieeeeeiniiieeeen, 608.01(p)
Operative, ShOWING.........cccceeeeriiiiieneeenine 608.03, 716
Opposition to issue of patent (See also: Protest)
Oral hearing in reexamination
EX parte......ccooooiiiii e 2276
Inter partes.......cccccceeineenens 2662, 2675, 2677, 2680
Open to publiC......ccccvviviiiiie s 2680
Oral hearing on appeal.......ccccooociieeeiiiiiiiieeeee, 1209
Order, citation of...........ccvveeiiiiiiiiiiee e 707.06
Order, Classification........ccccooveeeeiiiiiieiiiiieieeeeeeees 902.04

Order granting ex parte reexamination ....2246
Order granting inter partes reexamination...2646, 2660

Returned as undelivered...........cccccocvviniennnenen. 2654
Order of examination.................. 707.02, 708 to 708.03
Patentability report...........ccccoveviiiiieiniees 705.01(b)
Order of papers in file wrapper 719.01(a)
Order for compliance.........ccccevviiiienieiniiiieeen. 1210.01
Ordering
Abandoned file..........cccccoviiiiennnn. 711.04(b), 905.03
Allowed applications..........cccoccveeeeeeniiiieenenn. 1306.03
Foreign patent.........ccccovveveiiieeeiiiiee e 901.05(¢c)
Patented file........ccccevieiiiieiiiennn, 711.04(b), 905.03
Publication............ccooeiiii 901.06(b)
Reexamination, decision
EX parte.....ccocceveveeiiiiiiininnnnn, 2246, 2247, 2247.01
INter partes..........oooieieiiiiee e 2646
SUbClass liSt.......ccveiiiieeiiiieec e 902.03(c)
Orders (See also: Publication)......ccccccecvvveennn. . 707.06

Ordinary and customary meaning of claim term...2106,
2111.01

EVIAENCE Of.uvveiiiiiiiiiiieececee e, 2111.01

Original application (See also: Nonprovisional
application)

affidavit.......ccco oo 2133.03(c)
Definition Of......cccoviiiiiiiiee e 2133.03(b)
Conditional sale.........c.cccooeieriiiniinnenn. 2133.03(b)
Nonprofit sale 2133.03(b)
Sale of rightS......ccoocviiiieiiiiieee e, 2133.03(b)
Single sale......cccooiiiii 2133.03(b)
Delivery of offered goods.............ccccevveeen. 2133.03(b)
Device embodying process..........ccccveee.... 2111.03(c)
Evidence of (prior art publications)............ 2133.03(b)
Experimental use (See also: Experimental
[UET=) R 2133.03, 2133.03(e)
Goods “on hand”.........ccccoveeeeiiieninieee, 2133.03(b)
“In this couNntry”........cccoeeiiiiiieee e 2133.03(d)
INVENTION. ....oiiiiiiiiiiee e 2133.03(c)
Intent to sell...........ccoeuenee. 2133.03(b), 2133.03(e)(2)
Offer for sale.........coceeveviiiieiiciece e, 2133.03(b)
Policy considerations............ccccceeriieeiniieennns 2133.03
“Ready for patenting”...........ccccoevevvveeeeninnns 2111.03(c)
Reduction to practice 2133.03(c), 2133.03(e)
Sale by inventor or associate.................... 2133.03(b)
Sale by third party........ccccceeeeeiiiiinneenins 2133.03(b)
Testing by third party.....2133.03(e)(5).
2133.03(e)(7)
Sale Of & ProCeSS.......vvvevvieeriiiieiiieee e 2133.03(c)
Sale of “rights”......cccveiiiiii e, 2133.03(b)
SECIECY....ccvvecveerieereere et 2133.03, 2133.03(b)
Supervision and control over
invention............ccceeuv.. 2133.03(e)(5), 2133.03(e)(7)
Test for determining if impermissible sale
OCCUITEM. ..o 2133.03(b)

Operating hours (See also: Hours of operation)
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Original carries title to some continuing
apPlicationS.......oceeveiiie e 201.12
Original disclosure, inherent characteristics...608.04(a),
714.01(e)

Ornamentality lacking in design

applications.........ccccceeeviciiiee e, 1504.01(c)
Outstanding requirements............ccceeeevveeeennn. 707.07(e)
Overcoming a reference, Right of priority.....201.15,
706.02(b)

Overlapping applications
Same applicant.....709.01, 715.01(a), 804, 804.02,
822, 822.01
Same assignee.....706.02(f)(2), 706.02(k), 706.02(1)

to 706.02(1)(3), 709.01, 715.01(b), 822




INDEX

Overlapping claims — Patent

Sec. No.

Subject to joint research agreement.....706.02(l)(1) to

706.02(1)(3), 804, 804.02, 804.03, 2136.01, 2141.01
Overlapping claims..........ccceiiiiiiiiii i
Oversight of inter partes reexamination 2689
Owner’'s representative...........cccvevveeeerieevieee s e 400
Ownership and assignment.....300, 706.02(1)(2),
706.02(1)(3)

Ownership at time invention made..706.02(k), 706.02(1)
to 706.02(1)(3)

Ownership of applications filed subsequent to recording
of assigNMeNt.........ccceevveiiiieiiee e 201.12, 306

P
PAIR...102, 104, 203.08, 1121, 1128, 1730, 2232, 2632

PALM.....101, 102, 711.04(b), 1845.02, 1893,
1893.03(a), 1893.03(b), 1895.01, 2232, 2233, 2235,
2237, 2289, 2629, 2632, 2633, 2635, 2647.02, 2648,
2660, 2664, 2670, 2687, 2689

Application location...........cccoovieirice e 2635
Application records and reports
Application status..........ccoceevieieinieeeniiinenne 102
Examiner Docket, Time, and Activity Reports.....1705
“Flag” in reissue application............cccccceeeeeivenenn. 1456
Panel Review in ex parte Reexamination.....2271,
2271.01, 2287
Paper, easily erasable..608.01, 714.05, 714.07, 714.19
Paper number...........ocooiiii 714.18,714.21
Paper number of print..........ccccecveiieiiieen. 719.01(b)
Paper size (See also: A4 size  paper)
Application Papers........ccocceervecieieeee e 608.01
DrawingsS.....coovveeeiiiieeiiee e 608.02
Photographs........ccccoecvieiieiiiiiiiee e 608.02
Substitute drawings..........cccceeeeieiiiieeneeninnns 608.02(h)
Papers (See also: Return of Papers)
DEPOSItING....ccvviiee e 502
Distribution......... 508
File wrapper 719.01, 719.01(a)
Identification..........ccccovvier e 502, 503
Receipt and handling..........ccccooeiiiiiiiiiiieeee 500
Received after patenting or abandonment....... 508.02
Signature required............ccevvveeeeeiiineneenn.
Submitted in reissue litigation
Parent appliCation...........ccccoevverrieeeiieeesiiie e,
Parent application data, Cross-noting.....201.11, 202.02

1-65

Sec. No.

Parentapplication carriesassignmenttosome continuing

apPlICAtiONS.....ocoiiiieiiie e 201.12

Parent application review.....707.05, 719.05, 904,

2001.06(b)

Paris Convention (See also: Treaties)........... 201.13, P
Article 4 Cited.........ccoocvvveeeeeiiinenn. 201.13, 201.14(b)

Partial signatory authority.........cc.ccceeviveviienennenn. 1005

Patent
1836 (present) SEries......cocvvvereeeenieeenineennne 901.04
AL SEIIES ...ttt 901.04
Allowance and iSSUE........c.coovvieeeeeiiiiiiieae e, 1300
Application publication.............cccccccevueeee 1120 to 1135
Arrangement in Examiner’s Search Files......... 901.07
ASSIGNMENT. ... 301
Borrowing from Examiner’'s Search Files......... 901.08
Citation handling...........ccccvviiiiieenieeiee e, 1920
Citation of prior art in..........ccccccoeiviieeenn. 1920, 2202
Claim copied (See also: Claim presented
corresponding to claim of patent)
Classification change...........cccccovvieiiiieeiiinenns 903.05
Classification indices...........cc......... 902.03, 902.03(a)

Classification Home Page on the Internet....902.03(a)
Classification Home Page on the USPTO

INtranet.......coocviiiiiii e 902.03(b)
Classification Insight on USPTO LAN......... 902.03(c)
Copy in ex parte reexamination request............ 2219

Double column format............ccccceveenne. 2214, 2219
Copy in inter partes reexamination request....... 2619

Double column format
Copy Orders
Correction of

DefinitioN.......coocvieiieei e

DESIGN..ciiiiiiiie e
DeSigN SErES....cooiiiieeee et
Design vs ULlity.......ccoovveiiiiiiiiceeeieee
Effective date........... 706.02(a), 715, 715.01, 2133.01
Extension (See also: Term, Patent)
File reconstruction...........cccccoeevvciieieeeiiciieeennn 508.04
FlES. .ot 905.03
Foreign (See also: Foreign patent)
General Information About, booklet...................... 703
ISSUE. .ttt ittt 1300
Issue Notification form...........ccccccceeiiiiinnenn. 1306.03
[0 = SR UOTPPR 902.03(b)
Interference........ccccovvveeeviieciiiie e, 2304 to 2304.05
INVENEOrSNIP. ... 2137.01
JURSAICHION. ..ceiieeiiiiiiee e 1305
Law, opinions NOt giVeN..........cccccvveveeeiiiieneenn. 713.02
Laws (See also: Statutes)
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Patent and Trademark Assignment System — Patent Cooperation Treaty (PCT)

Sec. No. Sec. No.
LICENSING. ...ttt 301 Receipt and handling of mail
Litigation relating to reissue...........ccccceeeuveeee.. 1442.04 Telephone numbers..................
Ordering SOft COPY....cccvviirriiiiiiiie e 905.02 WED SIte...ceiiiiiiiiiie i
Owner, appeal bY..........cccovriiiiiii e 1204 Patent Assistance Center (See also: Inventors
Owner, service of citation ON.........c.ocveeveevvevenan. 2208 Assistance Center)
Owner’s address in reexamination............ 22222622 Patent attorney or agent (See also: Attorney or agent)
OWNEISNID. ... 301 Patent classification (See also: ClassificationPrior
Plant series. 901.04, 1600 ATE) ettt 900
Post-issuance information updating.................... 2501 Classes.....707.05(¢). 902.01. 902.02. 903.02(a).
Prior art citation iN.........cccoevevivveriensiie e, 2003.01 902.02(b)
Printing Priority......cccecveiveerieesieeseessee e esee s 1309 ([;ir;);:tsreferences """"""""""""""" 7903'07L4(_)902'§;Oi
Publication of application............... 1120 t0 1135 R )
Reconstruction of file..... 508.04 Issue slip........... e 903.07
Manual of Classification............c.ceeevvivvereeenn. . 902.01
Reference (See also: Reference) L
Reissue series. ... 90104 Master classification file (MCF)................... 902.03(a)
S 1460 Orders......... e 90.2_'04
Right to exclude others......509.02, 1111, 1601, 2162 Post classifier (See also: Post_ classifier)
Rules (See also: Rules. Patent (Code of Federal Shoes.................. ............... 901.05(c), 901.07, 905.04
Regulations)) Statutory authority...........ccoveeeiiie s 903.01
SIMUIANEOUS ISSUE............veveeeeeeeeeeeeeeeeeen. 1306.02 Subclasses.....707.05(e). 902.01. 902.02. 903.02(a).
Statutory subject matter.......... 706.03(a), 2104, 2107 903.02(c) .
Surrender of original in reissue (not required).....1416 Patent C_ooperatlon_Tregty (PCT.) (See also:
— International applicationTreaties)......cc.ceveees.. 1800, T
Statutes ) (_See ) also: Statutes) Administrative INStruCtions............cccoeveeeiiiinieeeninns Al
System, .Constltutlonal e F N =Y o | PSP 1807
Term adjustment.........ccccceevviiieieeeeiineen. 2710 to 2736 Amendment before the designated
Terms (See also: Term, Patent) OffiCe ..o 1893.01(a)(2), 1893.01(a)(3)
L= 1015 (= RN 903.05 Amendment of claims before the International
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803 Reproduced..........cccovvuiriiiieiiiiiieeeeeeins
Patent Cooperation Treaty Articles
3 Reproduced.........coocvveiieeiiiiiieee e 1812
5 Reproduced.........ccoeeouveiiiiieeiiiee e 1823
6 Reproduced...........ccceeiiiiiiiiiiiiiee e 1824
7 ReproducCed..........coovvveiiiiiiiiiieeeec e
11 Reproduced.......ccccocvevvieeeiiieeeiiie e,
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19 Reproduced
21 Reproduced
29 Reproduced
30 Reproduced
31 Reproduced
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1878.01, 1878.02
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37 ReproducCed..........cccooiiuiieiiiiiiiieee e 1880
38 Reproduced..........ccoevveiiieeeiiiieniee e 1879.04
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7.1 ReproducCed.........c.ccooviiiiiee e
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8 Reproduced.........ccovvviiiiiieiiiieeee e
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8.3 Reproduced...........ccvevviiiiiiiiiniiec e 1826
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11.6 ReproducCed..........ccooeveeiiireiiiie e
11.11 ReproducCed.........cccveeeeeiuiiereeeiiiiieee e 1825
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46 Reproduced.........cccvvveeeeiiiiiiiee e 1853
46.1 Reproduced...........c.ceeeeiiiieeieeiiiieiee e 1853
46.2 ReproducCed............cceeeviiieiiieeeniiee s 1853
46.3 Reproduced.........cccceveeeiiiiiiiee e 1853
46.4 Reproduced...........cceeeeeiiiieneeiiiieiee e 1853
46.5 Reproduced..........c.cceveviiieiiieieiiiee e 1853



INDEX

Patent application publication — Patentability report

Sec. No.
54 ReproducCed...........ccoeviuiiiiiiiiiiiieeee s 1864.02
54.1 Reproduced..........coceeviiveeiiniieririeennieene 1864.02
54.2 Reproduced..........coeeviieeiniiieniieesiieene 1864.02
54.3 Reproduced..........ccceeviiieeiiiiieniiiees e 1864.02
54.4 Reproduced.........cccooiiiiiiiiiiiniiiieee e 1864.02
60 ReproducCed..........cceevviviiiieeeiiiiieee e 1868
60.1 Reproduced 1868
61 ReproducCed..........cccceeiiuiieeeiiiiiieee e 1881

61.2 Reproduced
61.3 Reproduced

62 ReproducCed..........ccccoeiiueieeeiiiiiieee e

62, former Reproduced............cccoevvvveeeeeninns

62.1 Reproduced.........ccceevveieiiiieeiiiee e 1871
62.1 former Reproduced

62.2 Reproduced....................

62.2 former Reproduced

62 bis Reproduced..........ccoueeeiiiiiiiiiiieiiiieeeee 1871
62 bis.1 Reproduced..........ccccceeviiiriieeeiiiiieneenn. 1871
64 Reproduced...........ccoeeerieeeinieeiniieene 1878.01(a)
64.1 Reproduced.........cooccuvieeeeiiiiiiineeee 1878.01(a)
64.2 Reproduced.........ccccovvveeiiiieeiniieene 1878.01(a)
64.3 Reproduced.........cccoevveeeiiiieeiniieenne. 1878.01(a)
65 Reproduced..........ccoeiuvieeieiniiieenennn. 1878.01(a)(2)
65.1 Reproduced 1878.01(a)(2)
65.2 Reproduced..........cccoveveeeiiinnnnnnn. 1878.01(a)(2)
66 Reproduced.....1843.02, 1864.01, 1870, 1878,
1878.02
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72.2 ReproducCed.........ccoooiuiviiieeiiniiieee e 1879.03
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92 ReproducCed.........ccccouveeriieeiiiiieeiiiee e
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AllowanceRejeCction).......ccoceeeirreeeiiereriieee e 2100

Patentability report...........cccooviiiiniiiie e 705
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Drawing......cccceeevevvieee e 608.02(n), 705.01(d)
Final action..........cccceviiiiiiii e, 705.01(a)
IMPIOPET...ciiiiiiiie e 705.01(e)
INILALE. ... 705.01
INtEIVIEWS......oeveeeeeieeeeeeeee e 705.01(f), 713.01
Limitation as t0 USE........ccceveeeviiiiereeneineen. 705.01(e)
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Primary decides propriety..........ccoccceeiiiiieeeennne 1004
Print of drawing........cccccceeverennee. 608.02(n). 705.01(d)
PUrPOSE.....oeiiiiiiiiii e
Request for
ReCOrding........coovvveiiiiieiiiie e
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Restriction, Effect On........coooviviieiiiiiiiiieeevis 807
Search......ccccevveiieeeic e 705.01(a), 705.01(b)
Sequence of examination..............cccceevveenn. 705.01(b)
Transfer of appeal.........cccccovoveviiiiiieen. 705.01(a)
Panel review in inter partes reexamination......2671.03
Patentability statement............ccoccceeviiieiiiinennns 1302.14
Patentable novelty, pointed out............cccccveeeneee. 714.04
Patentable subject matter
Computer Programs..........ccuveeeeeremrreeeessninneeeennns 2106
Disclosed but not claimed............ccccoceviennenineenne 706
Law Of Nature........ccceeeeeivveeiiieie e, 2106, 2106.01
Living subject matter..........cccccoeevvveveeeiinns 1601, 2105
Mathematical algorithms...........cccococeiiiiininnns 2106
Plants. ...
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Patented file, ordering..........ccccovevveiiiieinneenn. 711.04(b)
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Patents of addition, foreign............cccccceveeiinnnes 901.05(b)
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PCT (See also: Patent Cooperation Treaty (PCT))
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Pending application preserved in confidence.......... 101

Pending applications as references (See also:
Application Publication).....706.02(f)(1), 706.02(f)(2),

706.02(k), 901.03

Period for reply.......ooo i 710
After Board decision...........ccoceeeviieeiiieecnenen. 1214.01
After final.......ccoooeeiii 706.07(f

In transitional application........................ 706.07(q)
After interference........ccccceevvieieeiiiieneee 710.02(b)
Amendment after........cccocociiiiiiiniiii e 714.17
Claim copied from patent............cccccceeeenene 710.04(a)
Claims all allowed......... 707.07(a), 710.02(b), 714.14
Computed.......cooeveeiiiiieee e, 710.01(a), 710.05
Copying claim from patent does not extend statutory
011 T o PP PRPTR 710.04(a)
Correction of citation...................... 707.05(g), 710.06
Date of receipt of amendment........ 710.01(a), 710.05
Defective Office action................... 707.05(g), 710.06

Difference between shortened statutory period and
time limit.....

Extension
Extension of time to commence civil
F= (ox (0] o FO USSR 1002.02(k)(1)
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M. 710.02(d)
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How computed...........cceevvieiiieeniiieee 710.01(a)
Suggesting claims.........ccccccovciieee i, 710.02(c)
Sunday, Expiration of time......505, 710.01(a), 710.05
Supplemental action............ccccevveeeiiieeeiiieenns 710.06
Time computation............c..cceuvee... 710.01(a), 710.05
Time limit action..........ccceeveiiiiiieie e 710.02
Time limit action, When used...................... 710.02(c)
Two periods running............cccueeee... 710.04, 710.04(a)
Withdrawal of attorney or agent during............ 402.06
Periodicals......cccoeeeviiiiiiiiiiiiiieeeeeeees 901.06, 901.06(a)

Period of enforceability.....2204, 2211, 2610, 2611,
2686.02

Permanent inK..............cocevvenne. 608.01, 714.07, 714.19

Perpetual motion.....506, 608.03, 706.03(a), 707.07(q),
2107.01

Persons who may cite prior art relating to an issued

PALENT......eiiiieiiii i 2203
Pertinent prior art...........ccccceeiiiiiiee e 904.02
Petition

Abandonmentholding...711.02, 711.03(c), 711.03(d),
1002.02(c), 1002.02(p), 1002.02(q), 1002.02(r)

Abandonment holding, examiner’s

StAEMENT. ....oii e 711.03(d)
Abandonment holding for failure to provide timely
notice of foreign filiNg.........ccccviiriiiiics 1124

Accept color drawings or photographs.....507,
1002.02(d), 1503.02
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Access to unopened preliminary
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Admit model.........oooceiiiiii 1002.02(c)

Attorney withdrawal.....1002.02(b), 1002.02(c),
1002.02(p)
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reexamination.............eeeeeriiieeree s 2687.01
Converting a 111(a) application to a 371
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provisional.....1002.02(b), 1002.02(c), 1002.02(p),
1002.02(q)

Correct filing date.....506.02, 513, 601.01(b),
1002.02(b)

Correction of inventorship.....201.03, 1002.02(d),
1002.02(e), 1002.02(1), 1002.02(p), 1002.02(q)

In ex parte reexamination.............cccccccueeee 2250.02
In inter partes reexamination.......... 2658, 2666.03
Counter-terrorism inventions........ 708.02, 1002.02(s)
Defer issuance..........c..cccue....... 1002.02(b), 1306.01
Delegation of Director’s authority................... 1001.01
Denial.......cccviiiiiiiiii e 1002.02
Denial of request for reexamination........... 1002.02(c)
EX parte.....coocceeeeeiiiiniiiinininnn, 2246, 2248, 2265
INter Partes......ccccevvvvieveeeeeciiiee e 2647, 2648
Director’'s duties...........cuueeieiieiieieiiiie e, ., 1002

I-71

Sec. No.
DISMISSEU.......uvieiiiiiiiiiie e 1002.02
Dismissed without prejudice.............cccoccveens 1002.02
Divisional reiSSue.........cccocvveviivieiiieeenneen. 1002.02(b)
Entry of amendment...........cccoccceeviieennneen. 1002.02(d)
Entry of amendment after RAN in inter partes
reexamination...........ccccceccueeennn. 2672, 2673.02, 2675
Entry of late paper for revival of ex parte
reexamination...............ccceveeeeeeeeeenns 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding............... 1002.02(b), 2668

Expedited examination of design applications.....502,
1002.02(c)(3)
Express abandonment after payment of issue

FOB it 1002.02(b)
Express abandonment to avoid pre-grant
publication............cccovvcieiiieeniiieee 502, 1125, 1135
Facsimile submission............ccccooiiiiennnis 502.01
Expunge papers from file....... 1002.02(b), 1002.02(c)
Expunge information..................... 724.05, 1002.02(c)

Extension of time........ 710.02(e), 714.17, 1002.02(q)

Application before Office of Patent Legal
AdmINIStration...........ccccvveeeeiiiiienee e 1002.02(b)

Application before Office of Petition......1002.02(b)

Filing date.....506.02, 513, 601.01(b), 601.01(c),
601.01(f), 601.01(g). 1002.02(b)

Final rejection........cccccevviiiiiie e
SIR application..........cccceveeeiiiiiiee e
Foreign filing license

Facsimile submission............ccccooveieiiennnie 502.01
INSPECLION......ccutiiiee ettt 103
Interference.......... 1002.02(c), 1002.02(f), 1002.02(q)
Interview in merged reissue/ inter partes
reexamination............ccccevvvvnirinieieeereee e 2686.03
Late foreign priority claim..............c........... 1002.02(b)

Maintenance fees, accept and record.....1002.02(b),
2580

Maintenance fees, delayed
payment/reinstatement.....1002.02(b), 2515, 2531,
2590

Make special (See also: Special

application).....ccccceeruns 708.02, 1002.02(s), 1504.30
Matter subject to.......ccccovvueieeeeeniinneen. , 706.01, 1002
Merge reexaminations..................... 1002.02(b), 2283
Merge reissue and ex parte
reexamination...........ccoccvevvieeeninnennn 1002.02(b), 2285
Merge reissue and inter partes
reexamination................... 1002.02(b), 2667, 2686.03
Modification of secrecy order.........cccccooveeriviennnnn. 120
New matter.........ccoovveeiinieneenn, 608.04(c), 1002.02(c)

Nonsigning inventor...409.03, 1002.02(bh), 1002.02(p)
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Petition for Express Abandonment to Avoid Publication Under 37 CFR 1.138(a) PTO/SB/24A — Pharmaceutical subject

matter

Sec. No.
Objection by examiner...........ccccceeeeiiinnenn. 1002.02(c)
Patent term extension 1002.02(b)
Period for filing........cccevveiiiiieieeeee e 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination...........ccccocceeeviieennieeenneenns 2672
Premature final rejection.......... 706.07(c), 1002.02(c)
Preliminary amendment as part of original
diSCIOSUrE.....cciiiiieee e 608.04(b)
Procedure..........cceoiiiiiiiiciieeese e 1002.01
Public use proceedings..........cccccceeeviinenen. 1002.02(b)
Publication DiViSION............ccceveviiieniiienne 1002.02(r)
Reconsideration of denied petition ( ex parte
reeXamination)..........cccvevueeeirieeenieeesieee e 2268
Rescission of secrecy order.......... 120, 1002.02(c)(1)
Refused assignment..........ccccceevviiiereeniinneen. 313, 317
Refusal to enter amendment..................... 1002.02(c)
Refusal to initiate interference................... 1002.02(c)
Refusal to issue Certificate of Correction...1002.02(c)
Registration to practice...........ccccovevveernnen. 1002.02(m)
Reinstate rejection after Board decision.....1002.02(c)
Reinstatement..........coccovvveee e 1002.02(m)
Relating to PCT international application and/or
national stage application.......................... 1002.02(p)

Relating to reexamination or reissue......... 1002.02(b)
Reopen prosecution after Board decision..1002.02(c)
Reopen prosecution after Board decision in inter

partes reexamination..........cccceeeeeviveeeeesiiiineneeens 2682
Requirement for information...................... 1002.02(c)
Resetting period for reply........ccccoeeviieenns 1002.02(c)
Restriction requirementholding.....821.01, 1002.02(c)
Retroactive foreign filing license...........cccccccoeeue 140
Return model..........ccoovveiiiiiieiiiiiieee, 1002.02(c)
Return original oath............ccccccoeeiiiiienen. 1002.02(c)
Revival......c.ccccooevveneennn, 711.03(c), 1002.02(b), 1124
Revive PCT application..........c.ccccceeerneen. 1002.02(p)
Rule 1.48 (inventorship)........c.cccccvvveveeeiiiivenennn. 201.03
Secrecy Order.....cooieeieiiiiiieee e 1002.02(c)(1)
Sequence rules 1002.02(c)(2)
Special status................ 708.02, 1002.02(s), 1504.30

Stay ex parte reexamination proceedings.....2284,
2285

Stay inter partes reexamination proceedings....2667,
2686.02, 2686.03

Sufficiency of an affidavit..................c...... 1002.02(c)
Supervisory authority of Director of the
USPTO...coiiieeieeeiiee e 1002.02(b), 1002.02(c)
Suspend action — public safety or
defense......cciiiii 1002.02(c)(1)
Suspend rules........cccceeevviiiiiie e 1002.02(b)
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Sec. No.

Suspension of second or subsequent inter partes

reexamination reqUeSES........cccoccvveeeeeiiiiiieeeennns 2640
Time for filing.......cooviii 1002
Trademark related..........ccocceevivieiniiiennnennn 1002.02(i)
Transfer from another application................. 608.02(i

Unavoidable delay, withdraw
abandonment...711.03(c), 1002.02(b), 1002.02(c)(3),
1306

Unintentional delay, withdraw
abandonment...711.03(c), 1002.02(b), 1002.02(c)(3).
1306

Failure to provide timely notice of foreign

Unintentionally delayed claim for foreign
priority..201.14, 201.14(a), 201.16, 1002.02(b), 1402,

2258, 2658

Unintentionally delayed claim for priority to a U.S.
application.201.06(c), 201.11, 201.11(a), 1002.02(h),
2258, 2658

Vacate order granting request for ex parte

FEEXAMINALION. ...ccoiviiiiiiie it 2246
Vacate an order granting inter partes
reexXamination............eeeeeiiiieree e 2646
Waive rules.......cccceevviviiiiieeiiieie e 1002.02(b)
Waive time provisions in ex parte

FEEXAMINALION. ...ccoiiiiiiiiie e 2265
Waive time provisions in inter partes
reexamination.........cooceeevveeeeeevnnneens 2648, 2668, 2672
Withdrawal of lapsed patent....................... 1002.02(r)

Withdrawal from issue, after issue fee paid.....502,
1002.02(b), 1308

Withdrawal from issue, issue fee not

PAI.....eii e 1002.02(c), 1308
Withdrawal of a terminal disclaimer.................... 1490
Withdrawal of abandonment...................... 1002.02(b)
Withdrawal of attorney.............cccocueeeeeennnee 1002.02(s)
In interference......ccveveeeeeeieiiiieieeninn, 1002.02(q)
Withhold from issue, before issue fee
o= 1o IO 1002.02(c)
Petition for Express Abandonment to Avoid Publication
Under 37 CFR 1.138(a) PTO/SB/24A
(O 1= o SRR 1125
Reproduced..........cooovvviieieiiiieiee e 1135

Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign
Filing

or International PTO/SB/64a
Reproduced..........cooouvviviieiiiieice e

Petitionable matter

PG-Pub (See also: Pre-Grant Publication (PG-Pub))

Pharmaceutical subject matter




INDEX

Philippines-United States search exchange — Pre-Grant Publication (PG-Pub)

Sec. No.
Safety review by FDA.........ccooceiiiiiiiieeeene 2107.03
Statute (See also: Statutes: 35 U.S.C. 155)
UIIEY e 2107.01
Philippines-United States search exchange.......... 1711
Photograph as drawing................ 507, 608.02, 1503.02
Piecemeal prosecution...........ccccccvevieeeinneenn. 707.07(qg)
Plant Breeder's Rights........c.ccccevveieiiiiiniiieenieenn 1613
Plant Convention, UPOV..........ccoooiiiiiiiieiiiiieeeeeee, 1612
Plant patent.........cccccooiiiiiiei e 1600
Action.................
Advertising 1610
AFfIdAVIE....ceeeicee e 1610
Agricultural Research Service (ARS)....... 1608, 1609
AlIOWANCE. .....eeiiiiiiiiiie e 1611
Application publication
Asexual reproduction..........cccceeevceeennnen.
2 F T (] - VPRI 1601
Claim. e
Color drawing........cceeeivveeniieeeiiiee e
Color identified...........coooiiiiiiii e 1605
DECIaration........ceeeeeeeiiiiiiiieeee e 1604
DefiNitioNS.......ccveiiiicce 1601
Department of Agriculture
(D127 o017 | R PRRN 1605
Duplicate papers........cccccvveeeeeennnen.
Elements of application............ccccceeiiiiienieninne 1603
EXamination........cceeveeeiiiiiiiiiiieee e 1608
Examiner's amendment............ccoccevveennieneeninnn. 1610
Executive Order.........cooooveiieiiiiiiiee e 1608
Filing not permitted via EFS-Web.................... 502.05
ISSUB....etiiiet ettt e
Laudatory expresSions..........oocceeeeeeeinieveeeaeannnnns
Method claim improper.........ccocevevveiiieeeniieenns
Oath...ceiiiic
PartS. ...
Plant varieties excluded..........
Priority claim.......ccocceeiiiiiie e
Publication of application....................... 1120t0 1135
Report of Agricultural Research Service...1608, 1609
Rules applicable............cccceeeeiiiiiiiiiiiiiiieece e 1602
SIGNALUIE....eeiiiiiiiiee e 1603
Specification........cceveeeiiiiiiiee e 1605, 1610
SPECIMENS...eviiieieiiiiiee ettt 1607
Statutory basiS........ceeveeiiiiiii 1601
TOIMeceiiiii e 2701
TUDEIS. ..o 1601
UPQV CONVENEION. .....cciiiiiiiaeeaiiiieee e 1612
Plant patent Series.......ccocovvvvviieiiiieeiiiee e 901.04

Sec. No.
PO. Box (See also: Mail stop)

Postclassifier..902.04, 903.02(c), 903.07(b), 903.08(d),
903.08(e), 903.09, 903.10

Requesting consideration by....................... 903.08(d)
Post employment agreement of former Office
L2001 0] 00)Y/=T= T PRSPPI 1702
Post Office, Depositing papers iN.........cccccceeerveeene 502

Post Office address (See also: CorrespondenceMail
Stop)

Applicant..........cccceeenns 409.03(e), 605.03, 719.02(b)
AOINEY ..ottt e 601.02
Postal Service interruptions and emergencies........ 511
Postcard, self-addressed.....203.08, 503, 601.01(d),
601.01(f), 601.01(g), 719.01(a), 1204, 1901, 1901.05
Power of attorney.........coovvvveiiiiieiiiie e 402
Application in interference............cccoccocieernnis 402.08
Application oath or declaration includes.......... 601.02
AsSIgNee appoiNtS.......ccooveeeriieeriiieeiieee e 402.07
ASSIgNEE rEVOKES.......c.eeeiieieeeiiiiiee e 402.07
Associate attorney.........ccccceeevevvveeeeeninnns 402.02, 406
Attorney not of record...........ccoeceeerieeeininenn. 714.01(c)
Canadian patent agent..........cccceeeeiiiieeeeeiiiiieeeenn. 402
Change in plurality of applications or patents....... 402
COINVENLOL.....cveiiiieiiecreeee e 402.01, 402.10

Customer Number

Death of applicant............c.cccecvveenne.
Death of principal attorney..........ccccceeeevviiveeeeennns 406
Exception as to registration.............cccoccueeeeenn.
General, for international application
Invalid.........c.coe.ee.
Joint applicant
Limited recognition............ccceevveeeinieeenieeenne
Notice of revocation............ccccoeerciirieiieeninns
Post Office address.........ccccceevviieeieniiiiieeeenn.
Provisional application..........c..ccccoveveeriieeiiniennne 103
Reexamination, inter partes..................... 2613, 2622
Revocation................ 402.05, 402.07, 402.08, 402.10
After AllOWaNCE............cooovvvvveeiieeieeeeeeeeeeeiiiaan 2501
Secrecy order applications............ccccveeeeeiiiivienennn. 120
Unregistered attorney or agent................ 402, 402.01
Withdrawal of attorney or agent....402.06, 1808, 2501
Withdrawn in patent.............ccccceeeeeiinnnen. 2223, 2501
Power to inspect................. 103, 104, 324, 402, 713.05
Power to inspect, approval............ccccoveveeniieennieenns 104
Power to inspect, suspended attorney..................... 105
Practitioner (See also: Attorney or agent)
Practitioner’'s names on patents............cccceeeruneen. 1309
Pre-Grant Publication (PG-Pub)............... 1120t0 1135
Amendments prior to publication....................... 1121
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Pre-Grant Publication Division — Prior art

Sec. No.
Tables, large.......cccoviiiieiiinieee 608.05(b)
Third party inquiries................. ....1134
Voluntary publication............cccccvvveeiiiiiiiee e, 1133
When published..........cccoooiviiiiii 1120
Which applications...........ccccooiiieeeeniiiieiee e, 1120
Pre-Grant Publication Division...502, 1120, 1122, 1125,
1126
Preamble, design application............ccccceeuennee 1503.01
Preamble, effect Of........ccoveiiiiiiiiiiiiee e, 2111.02
Preamble, Jepson claim..........cccccveeeeiiiiiineee i, 2129
Predicted tests in specification....................... 608.01(p)
Preliminary amendment.................ccceee... ...714.01(e)
Entry denied........ccccoeiiiiiiiniee e 714.01(e)
Excess claims..........cccocvrenen. 506, 714.01(e), 714.10
New matter..........ccovveereeeeerenen. 608.04(b), 714.01(e)
Non-compliant amendment, treatment of............. 714
Preliminary handling of public use or on sale........ 2122
Preliminary hearing, public use proceeding....... 720.03
Premature final rejection............ccoceeevineenne. 706.07(c)
Premature response in inter partes
FEeXamiNALioN. .......c.coovieiiiiie it 2667
Prima facie showing, public use proceeding......720.02
Primary examiner.....705.01(a), 706.04, 706.07(c),

706.07(d), 707.01, 710.02(b), 710.02(e), 711.03(a),
713.01, 713.02, 713.10, 714.16, 714.16(d), 714.19,

Sec. No.

Appendices not published.............ccccoooiiinins 1121
Application in a foreign language............... 608.01
Assignee information published......................... 1121
Certification as to intent to file counterpart
APPICALIONS. ...eei e 1122
Claim sets, MUltiple..........cccoeeriiiiiieee e 1121
Computer Programs..........cueeeeeereurreeeessninreeeennns 1121
CONENL....coiiiiiiiii e 1120, 1121
Conversion to provisional to avoid
publication............occeeiiei i 601.01(c)
Complete application required...............cccvvrennn. 1120
Copies of published application files................... 1128
Correction of errors in the PG-Pub.................... 1130
Correspondence address......ccccoevvveeeeeeiiireneennn. 1121
Correspondence regarding published
APPICALION....eiiiiiieiiiie e 1134
Disparaging remarks not published.................... 1120
Disparaging prior art..........ccccoeceeeriveeeinneennnes 2131.05
Drawings. .....coooueeeiiiieennieeenieeesniieeees 507, 1120, 1121
Early publication............ccocveiiiiiiiieiiiieee e 1129
Express abandonment to avoid publication.....502,
1125,1135

Facsimile submission...........cccccvvveieennnnn. 502.01
Fee, publication......1126, 1133, 1303, 1306, 1306.03
FOrMS. . 1135
Inappropriate nonpublication request................. 1122

Material mistake by the Office
Nonpublication request
Notice of foreign filing.........cccoevieviiiiiii e 1124
Notice of Publication...........c.ccoccoiiiiiiiiniene 1127
Notice of New or Revised Publication................. 1127
Offensive language not published....................... 1120
Public access to published application.....1128, 1132
Publication date, projected
Publication fee........ccccccoviieeiniennns
RCEs not published................

Redacted publication
Refund of publication fee..........ccccceevviiieeccniins

Replacement drawings prior to publication.....507,
1120, 1121

Republication...........ccoceviiiieriie e
Request for early publication...............ccccceeeene
Request for nonpublication
Request for redacted publication........................
Rescission of nonpublication request
Residence changed...........cccoooiieieiiniinnnnn.

Sequences published on Internet....................... 1121
Status information of published application........ 1128
Substitute specification required.............c.c.c....... 1120
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715.08, 716, 2271, 2633, 2636, 2648, 2660, 2671.01 to
2671.03

Actions requiring personal attention.....705.01(a),
707.01, 707.09, 710.02(b), 713.02, 714.16(d), 1004
Name on file wrapper........cccccceviiieiieniiinenn. 1302.13
Print of drawing (See also: Drawings).......... 608.02(m)
AdAItioNal.......ccoooovieiiiic 608.02(m)
AREIatioN...c.cooiiiiiii e 608.02(m)
[070] o] ¢=To ISR 608.02(m)
Examiner’s notation on 608.02(m)
File Wrapper.......occeieiiiiee e 719.01(b)
Kept in Technology Center.............cccccuveenee. 608.02(c)
Marked-Up.......cccoeiviieiieeiiiiiiiee e 608.02(v)
MarKing......ccovevieeiiiiieee e 608.02(m)
Patentability report..................... 608.02(n), 705.01(d)
Returned drawing..........cccccoeviivieeeeiiiinenennn, 608.02(y)
Printed matter nonstatutory.............cccccceeeenee 706.03(a)
Printer waiting............ccccovcvveennne 708.01, 1305, 1309.02
Printing date, declassified material................. 707.05(f
Printing practitioners names on patents................ 1309
Printing Priority.........ccceevviiiiee e 1309

Prior art (See also: Reference)
AdMISSIONS @S....eviiiiiiiiiieeeeeiiieeee e
ANAIOGOUS......evieeiiiieiiiee e




INDEX

Prior art citations in reexamination proceedings — Priority

Sec. No.

Disqualification under 35 U.S.C. 103(c)...706.02(I)(1),
706.02(1)(2), 706.02(1)(3), 2136.01, 2141.01

Duty of disclosure of..........ccccoviiiieiiiniiieen. 2001.04

Effects of international application publication....1857,
1857.01, 1895.01

EQUIVaIENTS.......coeiiiieiiiee e 2144.06
Electronic Information Disclosure Statement....609.07
Filed on Saturday Sunday or a Federal

holiday.......cvviiiiei 609.04(b)
Foreign application as 2135.01

Information reasonably necessary for finding...704.11

International application publication.....706.02(a),
1857.01, 2163, 2163.03

Kind codes.......cccovvieiiiiiiiiiie e 901.04(a)
Level of ordinary sKill.............coooiiiinien. 2141.03
Patents as..........ccceeennn. 706.02(a), 2126, 2132, 2136

Publications under 35 U.S.C. 122(b)....1895.01, 1896,
2136, 2136.03

Scope and content of..........ccccceeeviiiiiieieeninns 2141.01

Means limitations.............ccceeeeeeieeeeeeeeee, 2182
Search (See also: Search)......ccoceeiieiiiciienn, 900
Statutory Invention Registrations as......901.02, 2136
Suitability Of....cveviiiiiie e 2144.07
Third party submissions......................... 609, 1134.01

Used in deciding request for reexamination.....2242,
2642

Well-known in the art........ccccccoeeeiiiiiiinniiiinn, 2144.03
Prior art citations in reexamination proceedings
EX Parte......ooooee e 2202
CONtENL. .. 2205
Copies of prior art........cccceevvvveveee e 2205
English translations............cccccoviiieniiiniinnnen. 2205
Explanation of pertinence...........ccccccceeevuineeen. 2205
Flowcharts........coovveeiiiiiiie e 2206
Handling........cooooiiiiii e 2206
Sample letter.....oviieiieie e 2205
Service on patent OWNer.........cceeeeevuvveeeeeeinnns 2208
Time for filing.......cooovi e 2204
Inter partes................ 2602, 2646, 2654, 2656, 2657
After the order to reexamine................. 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues............... 2687.01

Before the first Office action............ccccecueveee. 2625
Before the order to reexamine.............. 2602, 2654
By another requestor...............ccoccuveeee.. 2602, 2656
By the patent owner ...2602, 2656
StOrage ar€a.......oeeeeeeeeieieieiiieeciivivenaeeeee 2667
With the Request...........ccceeiiiiiiiee

With third party’s comments

Sec. No.

Prior art copies in reexamination
EX parte.......ccoooiiiiiii 2218
INTEr PAITES....ueieiiiiiieieieeee e 2618
Prior art filed by protestor.................. 1901.02, 1901.03
Prior art on drawing........cccccoceeveviieenns 608.02(g), 2125
Prior art statement...........ccccccoevvreeennn. 609, 1893.03(q)
Provisional application.............ccccoveiiiiieeiinnenn 609
Reissue application...........ccccevveeeriiieiiieeenieeenns 1418

Prior art, statement applying (reexamination).....2217,
2617

Prior art used in determining reexamination request

EX PArte..ueiieiiiee it 2244
INTEr PAIES....ueiieiiiiieieeieee e 2644
Prior examiner’s action............. 704.01, 706.04, 713.01
Prioritized examination
in new application (Track 1)........ccccccerennneen. 708.02(b)

in RCE (PE-RCE)
Priority

Claiming in continued prosecution
application..........ccceeveveeeviesneenn, 201.06(d), 1302.04
Claiming in ex parte reexamination................... 2258
Claiming in inter partes reexamination
Claiming in reissue application....... 1402, 1405, 1417
Foreign application (See also: Foreign

708.02(b)

APPLICAtioN)..uvieiee et 201.13
Corrected by Certificate of Correction............ 1481
Design applications.................... 1504.02, 1504.10

Ex partereexamination.............ccccceeeviivnennnnn. 2258

Incorporation by reference.....201.13, 201.17,
608.01

Inter partes reexamination...............cccc.ecuueee. 2658
Proper identification.............ccoceevvvrnnne 201.14(d)

Formal requirements......201.11, 201.14, 706.02(f)(1)
Incorporation by reference to earlier

application................... 201.06(c), 201.17, 608.01(p)
International application..201.11(a), 1828, 1893.03(c)

Corrected by Certificate of Correction............ 1481
Inventor’'s certificate........ccccooevveeeeiiiiiinnneen. 201.13(a)
Overcoming reference........cocceveeveiiieeeiineenns 201.15
Patent printing........cccceeeeeiiieie e 1309
Petition for unintentionally delayed claim to benefit of
prior U.S. application...................... 201.11, 201.11(a)

Prior U.S. application

Corrected by Certificate of Correction.....201.11,
1481

Design application............ccccceeeviiiieneeennnnns

In ex parte reexamination..............ccccoeuveeene 2258
In inter partes reexamination..
Provisional application............ccccociiennne
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Priority document — Provisional application

Sec. No.

Time Charts.......cccccovieiiii e
Time for filing
Priority document (See also: Foreign application)
Priority practice (See also: Foreign application)

Private use (See also: Public use).............. 2133.03(a)
Proceedings, Termination of.............. 201.11, 711.02(c)
Process of making and product made............. 806.05(f
Processing and retention fee.............ccccooeee 601.01(a)
Processing of reexamination in Technology Center
EX PAre....oiiiiiiieic e 2233
Inter partes 2633
Product and process of using.....806.05(h), 2173.05(p)
Product by process........cccccoevveininennn. 2113, 2173.05(p)
Product of human ingenuity.............occooeeeeiniinnnen. 2105
Product of nature...........ccceevveviviiicniieeeene 706.03(a)
Program Management System (PMS)......... 2238, 2638
Programs, Computer (See also: Computer programs
or software)
Prolix claim.......cccccooviiiiii e 2173.05(m)
Proof, burden of..........ccccocvrininn 2112, 2112.01, 2113
Proof of authority of administrator or
EXECULON . ..ee i ettt e e 409.01(b)
Proof of foreign filing........ccccoooveiiiieii 201.14
Proof of irreparable damage..............c..ccc... 409.03(q)
Proof of ownership, reissue application............ 1410.01
Proof of unavailability or refusal to sign.......... 409.03(d)
Proofreading of action............ccccceeevviiveeeeesinnnn, 707.08
Proper multiple dependent claim.................... 608.01(n)
Property rights statement............cccoovcveeiiieeininenns 150
CoNtentS Of.....cccveiiiiiieri e 151
Property rights under AEC and NASA Acts.....115, 150,
151
Prophetic examples in the specification

Proprietary interest, Proof of..................cc.......
Proprietary materials (See also: Protective order
materialTrade secret material)
Pro se applicant (See also: Applicantinventor)
Appeal brief......ccoociiiii e, 1205
Certificate of mailing..........cccccceeeiiiiiii i, 512
Change of address..........cccccveeeennee 601.03, 719.02(b)
Death.....cooiiieeiiee e 409.01(f)
Duty of disclosure...........coooceeiiiiiieiiiiniieen. 2002.01
Examination of application............c..cccccouvee. 707.07(j)
EXaminer's action..........cocceevieeeniieeeiiiee e 707
INEEIVIEW. ...eiiiiiiiiieee e 713.01
Legal representation...........cccocveevieeeiiieennnne e 401
Telephone restriction practice.............cc.cccue... 812.01
Prosecution

A-76

Sec. No.

Closed, application allowable except for formal

MAters......cocvervveiiieerieenns 707.07(j), 710.02(b), 714.14
Closed, secrecy order cases
Prosecution after appeal..........cccocceeviieeininenns
Piecemeal........ccccoovveiiiniiiiici e
Reopening after allowance..............cccc.ccuueee.
Reopening after Board decision.................... 1214.07
Prosecution laches..........ccccocoiiiiiicniiinicneee, 2190
Prosecution of Secrecy Order application............... 130
Prosecution reopened after court decision....... 1216.01
Protective order material (See also: Trade secret
MALerial).....cceeivieeriieie e 724 t0 724.06
SUBMISSION......eiiiiiii e 724.02
ProteSt.. i 1900
Access by protestor............ccceeee.. 1901.05, 1901.07
Acknowledgment of protest............cccccueeeenn. 1901.05
Certificate of Service........ccccoovvvviiiiiee e, 1901.03
Comments of applicant...........ccocceveevieeeininenn, 1901.06
Complete......coceeeiiiiieiee e 1901.03
Copies of documents.........ccceevvvveirieeeiiinenn, 1901.03
Express consent of applicant required............... 1134

Filed in reissue where patent is in interference..1449,
1901.06

Handling........cocoveiiieeiiieeee e 1901.05
IMproper Protest.........cccevevvevreeeerneennn 1134, 1901.03
Information which can be relied on................ 1901.02
Involving fraud, lack of good faith or candor, or violation
of duty of disclosure...........cccceveennis 1901.06, 2013
Multiple papers on same issue.................. 1901.07(a)
Reissue application.............c.......... 1441.01, 1901.04
Reissue litigation...........cccccveeeerinnnns 1901.03, 1901.04
Requirement for information...............cccccceeeeenns 1901
Review of adverse decision...........cccccoecuueeeennnne 1906
Service on patentee or applicant................... 1901.03
TC Director’s attention required................cccu..... 1003
Timeliness of protest...........ccccceeeeiniiiieneenn.
Trade secret information
Treatment by examiner..........cccccceveeeiviivnnnennn.
Under Rule 1.291. ... 1901
Who can file.....ccooeeiiii 1901.01
Protestor participation...........ccccveveeiiiiiieneeennnns 1901.07
Provisional application............cccccoevieieeennnnns 201.04(b)
Abandonment................ 201.04(b), 201.11, 711.03(c)
ACCESS....iiiiiiiie ettt 103, 104
ASSIgNMENt Of.....oeeiiiiiii e 302.03
Assignment of application claiming benefits
Of e 306.01
Completeness.......cccceevvcvveieeeeeiiinenn. 506, 601.01(b)
Conversion to0..........ccccueeeeiveennns 201.04(b), 601.01(c)
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PTO employee restrictions, assignment — Publication

Sec. No.
Correction of inventorship..........ccceeeeeennnneeen. 201.03
Cover sheet for.......ccveveiieeci e 201.04(b)
Data, on file wrapper/history of......... 202.02, 1302.09
Data, in specification of...........cccccooveeiiiinnnns 1302.04
DIraWing....ceeeeeeiiiiieiee e eeeeea e 608.02
Effective filing date................c........ 601.01(b), 706.02
EFS-Web filing Of......c.ooooiiiiiiiiece 502.05
English language translation for benefit of
QAL 201.11
Filing reCeipt......cccvvviiiiiiieccic e 503
Guidelines for drafting.........ccccoooeeeniieiiiee e
Information disclosure statement
JoiNt INVENLOIS IN...ccoiiiiiie e
Last day of pendency........ccccecvevnieeenveennne
Ordering of abandoned............c.ccoceiiininiee.n.
PriOFItY . ..eeeeiieec e
Error in, as reissue grounds............ccoccvveennen. 1402
Request to convert to nonprovisional.....1002.02(b),
1002.02(q)
ReVIVAL........ccuiiieeiee e 711.03(c)
Statutory Invention Registration.............cccceeveee. 1101
Small entity Status...........cccceeeeiiiiiieneeriieen. 509.03
SPECIfiCatioN......cocvvee i 601.01
PTO employee restrictions, assignment.................. 309
PTO employee restrictions, unavailable to sign oath or
declaration as iNVeNtor...........ccccoocceveeeeiiiiieee e 409
Public access to ex parte reexamination file......... 2232

Public access to inter partes reexamination file....2632
Public domain (See also: Public useOn saleand

Disclaimer).......... 2121.03, 2133.03, 2133.03(a), 2145
Dedication to public........ccccceeeviiiiiieeeiee. 715, 1490
Public inspection, Application file.................. 103,1128
EX parte reexamination.............ccccceeeeeenee. 103, 2232
Inter partes reexamination............... 103, 2609, 2632
Redacted application publication................ 103, 1132
REISSUE......cevveeiieei e, 103, 1430, 1470
Public inspection of assignments....................... 301.01
Public key infrastructure (PKI) certificate.....502.05,
707.05(a)
Public Law (See also: Statutes)
Public POlICY.......ooviiiiiiriic e 706.03(a)
Public right to inspect files............ccccovveeeenns 103, 1128
In ex parte reexamination 103, 2232
In inter partes reexamination........... 103, 2609, 2632
Public sale (See also: On salePublic use)......2133.03
Public search facility (See also: Patent search facility)
Public searchers.........cccccceiviiiiiie e 101
Public use (See also: On sale).....706.02(c), 2133.03,
2133.03(a)
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Sec. No.
Affidavit or declaration............ccccceeviiiieiiennnnns 715.10
ANLICIPALION......eviiiiiciee e 2133.03(a)
Commercial exploitation.............cc.cue... 2133.03(e)(1)
commercial USE.......cccovvveniiniieniiciieeie, 2133.03(a)
Completion of the invention.....2133.03, 2133.03(c),
2133.03(e)(1)
Definition Of.......cccoviiiiiii e, 2133.03(a)
EVIdenCe........ccoovviiiiiiiie e 706.02(c)
Experimental use (See also: Experimental
USE).ureeireereerireenreeseeesreeseeesnenns 2133.03, 2133.03(e)
In this country........ccccoocveeinneen. 706.02(c), 2133.03(d)
Intent to experiment......2133.03(e)(2), 2133.03(e)(3)
INVENTION. ...t 2133.03(c)
Policy considerations............cccceveiiieeinieenns 2133.03
Public knowledge or on display................. 2133.03(a)
SECIECY ...ttt 2133.03(a)
SINGlE USE....oiiiiiiiiiieeie e 2133.03(a)

Control over invention...2133.03(a), 2133.03(e)(5).
2133.03(e)(7)

Testing by third party.....2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy................. 2133.03(a)
Use by inventor or associates................... 2133.03(a)
Use by independent third parties.............. 2133.03(a)
Public use proceedings.........cccevviveeriiiieiiiieniieeee 720
AffIHAVIES...eoiiiiee e 720.01
Final decision............coooiiiiiiiiieee e 720.05
Oral argument.........ccceevvveeeriiienee e 720.04
Petitions.......cooviiiieniii e 1134, 1002.02(b)
Preliminary handling...........ccccooeiieniiinen. 720.01
Preliminary hearing.........cccccceviieeiniie s 720.03
Prima facie showing...........ccccovviienieiiiiiinenen, 720.02
Rejections after..........cocceeeiiiiineee, 706.03(v)
Rejections ON.......ccceevcvvieeeeeiiienn. 706.03(v), 720.05
Testimony
Publication, Defensive............. 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration......1111
Publication date..........ccc.ccevvverniene 706.02(a), 707.05(f)
Publication fee.......... 1126, 1133, 1303, 1306, 1306.03
Publication of abstracts..................... 711.06, 711.06(a)
Publication
Board deciSions..........cccooeuvieeiiiiiiiieee e 1213.03
CitiNg.vecveevvieeeniceee 706.02, 707.05(e), 901.06
Date Of..c.oeiiiiiiiiii 706.02(a)
Declassified.........ccccceeviiiiiiiii e 707.05(f
NOLICES.. i, ., 707.06, 1703
Official Gazette(O.G.).....cccvvvveeeeiiiiieeee e, 1703

Orders........cceevvveeeeeeeeeeeeeeennnnn,
Own, as reference

........... . 707.06, 1703
715.01(c), 2132.01
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Publishing Division — Reclassification

Sec. No.

Pre-Grant (See also: Pre-Grant Publication

(PG-Pub))

Prior art effect of international.....706.02(a), 1857.01,
2136.03
Rules changes........ccccoovviiiiiiiii e 1703
Under 35 U.S.C. 122(b) as references.....1857.01,
1896, 2136, 2136.03
VOIUNEAIY ... 1133
Publishing Division (See also: Office of Patent
Publications (Office of Data Management))
Pulling abandonments............ccccccvevneeiinenn. 711.04(a)
Q
Quality Assurance................... 1302.04, 1308.03, 1720

In reexamination 2289, 2689
Quality Assurance Specialist (QAS)..1415.01, 1442.03,

1443, 1448, 1449.01, 1451, 1455, 1456, 1490, 2212.01,

2233, 2236, 2246, 2262, 2270, 2271, 2281, 2285, 2287,

2289, 2294, 2295, 2633, 2635, 2636, 2646, 2660, 2664,

2670, 2671, 2671.01, 2671.02, 2673.02, 2676, 2677,
2686.03, 2687, 2687.01, 2689

Quality control program............cccceeeeeeiiiieenennn. 1308.03
Quayle practiCe.........cccvvveerieeerinenn, 710.02(b), 714.14
Action recording..........ccceveveeeiiiiiiiee e 1705
After final rejection..........ccccoiiiiiiiniinn. 706.07(f
Allowance action............... 707.05(a), 714.14,714.15
Claims later added..........ccccccveviiieiiiieeniieees 714.20
Copies of references..........ccccceviviiieeeieninnne 707.05(a)
Design application............ccceevieeriiieiiieeeniieee 1504
Examiner's amendment used instead of.....608.01(b)
Formal matters corrected................ 706.07(f), 812.01
Information disclosure statement....609.01, 609.04(b)
Primary examiner signature required................. 1005
Reexamination, ex parte................ 2250.01, 2266.01
REISSUE. .. ..o 1444
Shortened statutory period........... 710.02(b), 2250.01
Query Printer Waiting..........cccoevuveeeeeiniiiieneeene 1306.03
R

Sec. No.
Ranges
ANticipation Of ..o, 2131.03
ODbVIOUSNESS Of..ccoeiiiiiiiiieiiiiiee e 2144.05
Ratification of papers filed
Death of attorney........ccccvveeeiiiieenieeiee e 406
Death of inventor............cccccviiiiiie e 409.01
Signature improper or lacking..................... 714.01(a)
Real party in interest............cccceevevveennen. 1205, 1207.02
In inter partes reexamination......... 2612, 2614, 2677
Reasons for allowance............cccocvveriieeinineens 1302.14
Amendments after final rejection.................... 714.13
Appeal record.......cccooviiiieiiieiiiieee e
Applicant’s comments on
Claim NarrowWing.......cccoovveeeiiieeeinieee e
Comments on, ex parte reexamination.............. 2287
Comments on, inter partes reexamination.....2687.01
Estoppel effeCt.......ccccovveiiiiiiiniiiieeiieee 1302.14
Failure of applicant to comment on................ 1302.14
Patent Cooperation Treaty application.....1845.01,
1878.01
Presumption of acquiescence by applicant....1302.14
Public use proceedings........ccccoocvieiieiiiiiiinnenn. 720.05
Reexamination
EX Parte.....cccocveveeniieniciic e 2262, 2287
INter partes..........oooveeeiiiiiee e 2687
Rebuttal brief in inter partes reexamination
APPEAL e 2678, 2679
Refused entry.......ccccceeeviiiiiiiie e 2679
Recapture
Claimed subject matter............. 706.02(1)(1), 1412.02
Matter in reiSSUE........cccoceervierieenie e 1412.02
Of patent rights
Disclaimed by filing a disclaimer.................... 1490
Waived when SIR published 1111
Receipt of mail and papers.........cccccoviiieiieiiiiiinneenn. 500
Arrangement of papers in file wrapper........ 719.01(a)
Depositing correspondence............cccccevevveveeennns 502
Entry of amendments..........c.ccocciiiiiiiiinnnnn. 714.18
Filing receipt.......cccovveviiiiiec e 503
Office date stamp......ccccceeiveiiiieeeicceecee e, 505
Period for reply........ccccoviiieeiiiniieee, 710.01(a
Receiving Office PCT procedure............cccceeenuneen. 1801
International Bureau............cccccovevviviiinienennnnens 1805
Reciprocal privileges, foreign priority.................. 201.13
Reciprocal security agreements..........ccccceeeecvvveeennn. 120
Reclassification
Classes .
PatentS. ...




INDEX

Recombinant DNA — Reexamination, Ex parte

Sec. No.
SubCIaSSES......ooiiiiiie 903.02(c)
Recombinant DNA (See also: DNABiotechnology)
Special StatuS........cceeiiveeiriiiiiiieee e 708.02
Reconsideration in ex parte reexamination.......... 2269
Reconsideration of abandonment.....711.03, 711.03(c)
Based on insufficient reply...........ccccooveeenee 711.03(a)
Based on failure to reply within period........ 711.03(b)
Record of interview...........ccoeeevvvvnereeennnn. 713.01, 713.04

Record room (See also: File Information Unit (Record

Room))

Record system for reexamination
EX Parte.....cooooiieeeee e 2235
INTEI PAMES...oivieiieeiie e 2635

Recording assignment..........c.ccoecveevveenn. 301, 302, 317

Recording change of business name..................... 314

Recording government interests................. 302, 302.07

Recording of joint research agreement......302, 302.07

Recording license agreement............ccccceeeviiieeeeenn. 313

Recording of other documents.................... 3131t0 317

Recording security interest..........cccoovceeevieeeinieennnns 313

Redacted publication of an application.....502.05, 1132

Reduction to practice.....715.07, 2133.03(c), 2138.01,

2138.05

Reexamination, EX parte........ccccccccovvvviereeeiinnnnn. 2200

Access to file.................. 103, 724.04(c), 2209, 2232
Action following Board decision

Address of patent OWNer..........ccccveeeeeiiivieeeesinns 2222
AdMISSIONS..... i 2217, 2258
Affidavits.......ccoceeriiiieene 2216, 2217, 2258, 2265
After final practice............cccccovviiiee e 2272

Amendment..........cccooeeeneennn.
Abstract....
After final rejection
EXaMINer's........cooiiiiiieiiiiiieee e
Filed with request
IMPIOPET ...ttt
In a merged reissue/ ex parte reexamination..2285
Prior reexamination certificate issued...2250, 2295
Provisions of Rule 1.312 do not apply............ 2287
Reissue patent issued

Ancillary iSSU€es..........cccevvveeennenen.

Appeal brief........c e 2274

Appeals to Courts.........ccocvvennne.

Application file location............ccccceeeeviiiiieeeeninnn, 2635

ASSIGNMENT....ciiiiiie e 301
To an examiner.................

ALOrNey Or agent.......c.cvveveeriiiiieiieeiie e 2213

Sec. No.
Name on certificate..........ccccccvvvvvivirereeeenene.n. 2287
Basic characteristiCs.......ceeeevieeeiiiiieiieiiiieieeeeeeeees 2209
Certificate Of......cceeeeeeiiiiiiiiins 2288, 2294
Reissue patent as........ccccoccceeeeeeeniinnenn. 2290, 2294
Certificate attached to patent copy.........cccccouvee.. 2292
Certificate distribution.............c.ccooecviveeeiiiinnnenn. 2292
Certificate format...............cccocccciiiiiiieeeeeee, 2290
Certificate of mailing or transmission.................. 2224
Certificate of prior reexamination in later
(=10 [0 1=2) SRR 2214, 2219, 2619
Certificate of Service..........cccoeeecciviviviiniieieeeee, 2220
Certified COPY...uuvieiiiiiiiiie e 2232
Citation of prior art.........ccccoeveeiiiieeniee e, 2202
After first office action..................c.ooeeieninnns 2271
Claim for Official Gazette..........ccooeeeveeiveriivvnnnnn. 2287
Claim, multiple dependent, preparation for
PUBLSNING. ..ot 2287
Claim numbering........ccccoviieiiiiie e, 2250
Claims considered.........cccooevvviivivvvvnnnnnnn.. 2243, 2258
Claims invalid/unenforceable..................cccuveee.. 2286
Claims presented for interference........ 2283, 2304.02
Clerical handling........cccccoevviieiieiiiiiee e, 2270
Collateral estoppel.......ccccoevcuvieiieiiiiiiiiee e, 2259

Comments on “Statement of Reasons for Patentability
and/or Confirmation”............ccccoooeevieeninee e,

Conclusion....................

Concurrent proceedings............ccccuvveee..

Conduct of proceedings........ccccoevviiieeeeeiiiiieeeenn. 2254

Consideration of responses .

Consolidated proceedings...........ccovveeeiiivvenennn. 2283

Constructive notice to patent owner................... 2230

Content of request..........cccocvevevineennne

Copending proceedings

Copy of patent in request
Double column format

Copying of file.......coooviiiiiiiii e,
Correction of inventorship.................... 2250.02, 2258
Correction of request
CorresponNdencCe........cccuvveeeeeiiiieeee e
Criteria for deciding request............ccccceveivieeennn. 2242
Decision of Board of Patent Appeals and
INtEfErenCeS. ... 2277
Decision on request.........cccceeeiiciiiie e 2240
Decision ordering reexamination........................ 2246

Decision ProCesSiNg.........cccverveeeniveeriieenninieens
Defective submission
Denied.........ccoooeciiiiiiiiiiiiieeeees

Dependent claim treatment..................c...... 2260.01
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Reexamination, Ex parte — Reexamination, Ex parte

Sec. No.

Director’s initiatiVe.............ueeeveieiiieieeeeeeeeeceeee, 2239
DOMESLIC PriOMY.....ceeeeeieiiiiee e 2258
Double correspondence...........ccvveveeeiiiveeeeesinns 2224
Double patenting.........cccceeeveeerceeeinienenneen. 804, 2258
Drawing COrreCtion..........ccceeeeeeeicieeeeeeesiiieenn. 2250.01
Duty of disclosure..........cccocvveeiiiivnnennn. 2003.01, 2280
Electronic COPY......cceevvveeieeeeiiiee e 2209, 2232
Entry of amendments............cccccceieiiines 2234, 2270
Entry of court decisions in patent file.................. 2207
EXaminer........coccevvieeinieeieee e, 2236, 2248, 2255

DepositioN.........eeeiiiiiiiiieee e 1701.01
Examiner's amendment............cooovvvvvvviiiieeeeeeenns 2287
EXamINer's anSWeT..........cccevevieeeniinieiiieeesieeennes 2275
Expiration of patent...........cccccooviieeieniiines 2211, 2250
Explanation of prior art..........ccccceveeiiiciiineeninnns 2217
Extension of time........ccccoveiiiiiiiiie e 2265
Failure to timely reply to Office action................. 2266
FEES...ciiieiiieeee e 2215, 2233, 2283, 2285
Final action.........cccccoveiiniennns 706.07(a), 2265, 2271
Flowchart........cueveieiiiiiee s 2201
FOreign Priofity.......cceeevveriieeeniie e 2258
FOIMIS..ciiiiiie e 2296
(€] =101 (=10 I 2246, 2247.01
Grounds of rejection.........ccccceeeeeiiiieeee e 2217
Identity of requester..........ccccoeeviiieei e 2212
Inappropriate Papers.........cccceeeceeeeeeeiiiieeeeee e 2267

Return of papers......cccccvcveiieiiiiiiieee e 2267
Incomplete reques

ettt e e nnaeee s 2227
Informal submission...........ccccoevviiiiereeiniiienn. 2266.02
Initial ProcesSING......cccovvviviieeiiiiiiiee e 2226
Inquiries from persons other than the Patent
(O 1 T RS 2212.01
Interference copending..........coccvveveeiiiiiiieeeninne 2284
Intervening rights.........ccovveeiiiiien e 2293
INEEIVIEWS M. 2281
aY oY [UTex 1 o] o PO 2201
Listing of prior art..........cccccveeeeeiiiieni e 2257
Litigation copending...........ccccouiueeeeeeiniiiieeeennine 2286
Litigation reVIeW..........coccvveeeeeiiiiieeeeeeens 2240, 2287
Mailing of Office actions...........ccccveeiviiiieeeeninns 2264
MEIQET ...ttt 2283, 2686.01
Merger with reissue proceedings................... 1449.01
Multiple dependent claim handling, preparation for
PUDBLIShING.....vviiiiii e 2287
NEW Matter.....cccooiiiiiiiiecce e 2270
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Sec. No.

NIRC ) (See also: Form letters and forms: Notice
of Intent to Issue Ex Parte Reexamination

Certificate (NIRC) PTOL-469)
Notification of Concurrent Proceedings.............. 2285
Of a reexamination..............oooevvvvieeieeeeeereeeeininnn, 2295
Office aCtioN.....c.ceeviieieiiiee e 2260, 2262
Official Gazette
Notice of certificate
Notice of request.........ccceevuieeriiieiiiee e 2229
“Old art” (i.e., previously considered/cited).....2242,
2258.01
Oral hearing.......ccccooevvvieieeiiiier e 2276
Orders for copies of..................
Patent copy in request
Double column format.................covueee. 2214, 2219
Patent owner’s address............ 2222
Patent owner’s statement 2249
Patent owner’s statement of interview................ 2281
Patentability review conference..2271, 2271.01, 2287
Petition..........eeiii 1002.02(b)
Correct inventorship..........ccceeeviieeiiinens 2250.02
Denial of request............... 1002.02(c), 2246, 2265
For entry of late papers (revival of terminated
ProCceedingS)....cceecuurrereeeiiiiiee e 2268
Merge proceedings...........cccveeeeeriennnnn. 2283, 2285
Reconsideration.............cccevieeinieennieeeineennn 2268
Stay proceedings pending interference.......... 2284
Stay proceedings pending reissue................. 2285
Unavoidable delay...........ccoccveeeeiiiiieieeiiiinee, 2268
Unintentional delay...........cccccceeeiiiiieiienininne. 2268
Vacate order granting request...........ccccceeeue. 2246
Waive time Provisions............ccoeeveeeivivveeeesnnnns 2265
Power of attorney, withdrawal...............ccccccoeee 2223
Preprocessing staff............... 2226, 2229, 2232, 2239
Printing of certificate...........cccccoeviiiiiiiieee e 2288
Prior @rt.....ooeeeeeeee e 2218
Prior art considered..............cooovvvvvvvnnnnnnn.. 2244, 2256
Prior art previously cited/considered....2242, 2258.01
Proceedings.........ccooviiiiiiiiii e 2209
Processing in Central Reexamination Unit and
Technology Center........ccocveevvveinieeeninneenn 2233, 2245
Clerical handling.........ccccooeiiiiiieeiiiiieeee e, 2270
Project code........oouvieiiiiiiiiii e 2238
PUublic @CCESS......ccoiviiveeieeeeeeeeeee, 103, 2232
Quality Assurance Specialist (QAS)........cccuee..... 2289
QuAlItY FEVIEW. ...ccei e 2289

Reasons for patentability and/or confirmation....2262,
2287

Reconsideration of Office action......................... 2269



INDEX

Reexamination, Inter partes — Reexamination, Inter partes

Sec. No.
Record SYStemM.........cooiviiiiiiiiiiiieee e 2235
Refund if request denied..............c.cocue 2247, 2248
Reissue copending.........cccccceeeviivnnnnnn. 1449.01, 2285
REJECHONS. ....uveeeeiiie e 2242, 2258
Using “old art”.........cccoeeeeeiieee e 2258.01
ReMINAErS.......ocevveieeeeeeeeeeeee e, 2287
Reply by third party requester.................. 2251, 2253
Period for reply cannot be extended............... 2265
REPOIS. ..evi ittt 2235
Representative of requester............ccoccceeevveeene 2213
REQUEST.....uiiiiiiiieiieeeiee e 2210
After reissue patent issues......... 2240, 2258, 2285
After first reexamination certificate issues......2294
CONLENL....euiiiiieiieeeeeeee e 2214
Correction ProCessing.........cccveeeeeeiueveeeeesiinnns 2231
DECISION....oiiiiiiieiiiee e 2240, 2244
Decision Criteria........ccccooeeveeieeeiiiiieee e 2242
Denied.........coovvvveeiiiieiieeeee, 2247, 2247.01
After reissue patent iSSues............cccoveee. 2240
During interference..........ccocceeveiiieeeeeiiiieenn. 2284
Facsimile submission not permitted............ 502.01
Filing address.........ccccccoovviieiieiiicieee e 2224
(€] 101 (=10 I 2246, 2247.01
GUIAEIINES.....coveeeieeeeee e 2242
“Old art” (previously considered art)
INVOIVEd........oeiiiiieiic e 2242, 2258.01
Response to Office action..........ccccevviiieeeeennnne 2266
Restriction improper.........cccceeevvievee e 2258
REVIEW. ...ttt 2289
Sample letter requesting reexamination............. 2214
SCOP. ittt 2258
Search......cccoviii e, 2244, 2258.01
Second or subsequent request................. 2240, 2283
Prior art considered..........ccccceeeeevernnenn. 2240, 2242
Service by patent owner on requestor of patent owner
SEALEMENT....eeiii e 2249
Service of papers........ 2220, 2266, 2266.02, 2266.03
Special status for action............cccccceveiiiiiiineenn. 2261

Statement applying prior art
Statement by OWNEr........occuveeiiiiiiiiieee e

Statement of Reasons for Patentability and/or
Confirmation

Submission not fully responsive
After final.......ccoooveeii

Sec. No.

Substantial new question of patentability..2201, 2216,
2240, 2242, 2244, 2246

Using “old art”.........cccceeeiiiieneennnns 2242, 2258.01
“Sufficient cause” for extension of time............... 2265
SUSPENSION......uviieiiiie e et 2283
Terminated.........c.eeeeei i 2294
Terminated fileS..........coovvvviiiiiiiiiiiieeeeeee, 2294
TickIer reportS.......ccocveeeviiee e 2235
Time for request decision...........ccccoocveeieeeininnen. 2241
Time for requesting.......cccceevvviiieee e, 2211
Time for response to actions.........cccccceevveeeennee. 2263
TiMe rePOrtiNg.....cceeeeiieieeee e 2238
Title rePOrt....ccccveiieee e 320, 2287
TrANSTEr....eiiiiiice e 2237
Translation required.........ccccooocieeeeeiiiiiiiiee e, 2218
Untimely filed paper prior to order...................... 2225
Untimely filed papers........ccccovoeieviiiiinieninieees 2267
Untimely reSpOoNSEeS........ccuueeveeiiiiiiieeeiiieeeee e 2252
Use of transmittal form (PTOL-465).................... 2264
Vacated........cvoiveiiieii i 2294
Vacated, claims invalid/unenforceable................ 2286
Who may file request for.........cccceeeeiiiiiiieeeiiinen, 2212
Withdrawal of attorney during................ 402.06, 2223
Withdrawal of power of attorney.............ccco........ 2223

Reexamination, Inter partes (See also: Reexamination

| = U (=) TSR RRP 2600
Access by public.............. 103, 724.04(c), 2609, 2632
Action closing prosecution (ACP).....2660, 2666.05,

2666.10, 2667, 2660, 2666.05, 2671.03, 2673.02, 2682

CONLENL.....ouuiiiiiiiiiiiiieeee e
Premature.........cccocoeeviieenns
Response to
AdMISSIONS......cooiiiieiieee e 2617
Affidavits........... 2616, 2617, 2658, 2666, 2675, 2677
Amendment by patent owner
After a new ground of rejection is issued by the
BOArd......coeiiiiiiiiiie e 2682
After Action Closing Prosecution (ACP).....2671,
2672, 2673
After expiration of the patent..................... 2666.01
After Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC)............. 2687.01
After Right of Appeal Notice (RAN).....2673,
2673.02, 2675
ClaimS....eiee e 2666.01
Defective 2666.50, 2666.60, 2667
Dependent claim...........cccccoeviiiiiiiinee e, 2660.03
Drawings......cccveeeeeiiiiiieeeeiiee e 2666.02
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Reexamination, Inter partes — Reexamination, Inter partes

Sec. No.

In a merged reexamination proceedings.....2670,
2686.01, 2686.03

Of a reissued patent..........cccceevveeiiieennnns 2686.03
Tl e 2660.02
To provoke an interference...............c....... 2686.02
UNSIGNEM.....cooiiieiiieeeie e 2666.50
Appeal (i.e., Appellant) Brief.........cccccooeviniieenee 2675
DefeCtive......oocvveiiiiieeeeeeeeee e 2675, 2675.02
Appeal Conference........ccccccceevvvvieeeeeinnns 2676, 2677

Appeal to the Board of Patent Appeals and
Interferences 2674 to 2680

Flowchart........ccoeeiiii 2601.01
Appeal to the Court of Appeals for the Federal
(O (o7 1| 2682, 2683
Appeal to the U.S. District Court for the District of
Columbia not available..............ccccceniiiiiennnnnn. 2683
Appellant defined...........cccccciiiiiiiee 2674
Assignment to examiner................. 2636, 2648, 2655

Certificate of inter partes reexamination..2688, 2690,
2694

Distribution........ccoveeeeeeiii s 2692
Format........cooiiiiice e 2690
Reissue patent as...........cccveveeeeevvnnennn. 2688, 2694

Certificate of service 2620, 2666.06
Avoid duplicate filing fee.........cccccooveiiiiiennn. 2620

Certificate of mailing or transmission.....2624, 2665,
2666, 2666.05

Certificate of prior reexamination in later
FEQUESE. ...ttt 2214, 2219, 2619

Certification as to statutory estoppel........ 2612, 2614
Clerical handling...........ccoocvvieeiiiiiiieee e 2670
Collateral estoppel
Comments on Statement of Reasons for Patentability

and/or Confirmation............cccccceeveiciiieeeeeninns 2687.01
Comments by third party (See also: Reexamination
Inter partes: Response by third party)
Concurrent proceedings........ccccoeevveeeeenne 2282, 2686
Constructive notice Of............ooeevvvvvvvvennnnn. 2630, 2654
Copending proceedings.........c.ccccevveeeeene 2282, 2686

Copies of the prior art with request
Copy of printed patent with request
Double column format...........ccccceeverviineeninen.
Copying of the file by the public..............cc..c.......
Correction of inventorship....................

CorrespondencCe........ccuvveeeeciiiieeeeeeciiiee e 2624
Court of Appeals for the Federal Circuit....2682, 2683
Court ordered........cooevvieeeiiiie e 2686.04
Cross appeal to the Board of Patent Appeals.....2674
Cross appeal to the Federal Circuit.................... 2683
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Sec. No.

Decision by the Board of Patent Appeals and
INterferences. ........ccccevevveiieee i 2681, 2682

Decision on the request for inter partes
reexamination...........ccccvveveeeeiineeesnee e

After Court decision
Content........ccceeeveveeiiininens
Criteria for deciding
Deadline for mailing

Denial................ 2640, 2647, 2647.01, 2648, 2694
GrANT....cce e 2640
“Old art” (previously considered art) used......2642
Processing.......cccocceeevcieeennnen. 2647, 2647.01, 2648
Prior art available..............cccccceiiiiii, 2644
Reissue about to iSSUE.........c.cccvvreriiniennne 2686.03
Dependent claim treatment............cccceevveenns 2660.03
Design applications...........ccccoeviiiieiieiiiiiieeee e 2611
Determining if a reexamination was filed for a
PALENL.... .ottt 2632.01
DOMESHC PriOrity.....ccoviuveeiiiiieiiie e

Drawings......vveeeeeeiiiiee e
Duty of disclosure
EI€CtronicC COPY.....ccceevvvveeriiieiiiieeniice e

Enlarging claim scope prohibited......... 2658, 2666.01

Estoppel, Collateral...........ccccceiviiiiieiiiiiiiieeees 2659
Estoppel, Statutory..........cccceeeevinnns 2601, 2612, 2614
Examination scope............... 2658, 2671.01, 2671.02
Examiner consultation with a Reexamination Legal
Advisor (RLA)
After response by parties..........c.cccoeevvveeeinnns 2671
Before appeal.........ccccceeiiiiiiiiiii 2676
Before the decision on the Request............... 2633

In merged reexamination proceedings......2686.01
Regarding multiple reexamination

FEQUESES. .. 2686.01
Review of Rebuttal Briefs............ccccvvvvveeennnn. 2679
Examiner’s Amendment
Canceling rejected claims................... 2671, 2687
Correcting formal matters 2687, 2687.01
In merged reissue/reexamination.............. 2686.03
Not permitted if approval required............. 2687.01
To the Title...cocvvevvereeee 2660.02, 2686.03, 2687
EXaminer's ANSWET.........cocceeiiieeeriieeiiieeesieeens 2677

Expedited Right of Appeal Notice........ 2671, 2673.02
“Express Mail” procedure..2624, 2665, 2666, 2666.05

Extensions of time.........cccccvveeiiiiiiiiec e 2665
After Action Closing Prosecution.................... 2672
To amend the claims after a Board decision
containing a new ground of rejection.............. 2682



INDEX

Reexamination, Inter partes — Reexamination, Inter partes

Sec. No.

To appeal to the Court of Appeals for the Federal

ClFCUIL. et 2682
To complete a reply held non-responsive...2660.30
To petition denial of the Request.......... 2648, 2665
Facsimile transmission, correspondence by....... 2624
FEES. .. 2634
For a copy of the file on CD..........cccceevverenen. 2632
Refund.........coeiiiiiiiiiiiieeeees 2615, 2647, 2648
Final Board decision................ccovevvevvvnnnnn. 2681, 2682
Filing date.......ccoviiieiiiiieie e 2627
Flowcharts. ..., 2601.01
FOreign Priofity.......cceevveriieeiiiie e 2658
FOrms listed........ccovvviiiiiieiie e 2696
Fraud. ... 2684
IMProper COMMENTS.......uuvviiiieiiiiiiieeeeeeeeeeeeeee 2667
Inappropriate PaPers........ccccevcvvereerieenveeieeninen 2667
Incorporation by reference in Examiner’s
ANSWET ...ttt 2677
Interference copending............cccveeee.. 2686, 2686.02
Intervening rights........cccooveeeviieeiiie e 2693
Interviews in a merged
reexamination/reiSSue. .........cccoeeueeeeeeeicuenenen. 2686.03
Interviews not permitted............ 2666.30, 2685, 2687
Litigation concurrent........ 2640, 2681, 2686, 2686.04
Litigation search..........coccoiiiiiiiieniinniiee. 2686.04

Litigation stayed
Merger of multiple requests for

...2686.04

reexamination..........ccccovvveneenne e e 2686.01
Merger of reissue and inter partes
reexamination.............eeeeerieieeree s 2686.03

Multiple requests for reexamination filed..2640, 2686,
2686.01, 2695

New grounds for rejection...........ccccceeeevnnnen.. 2671.01
By the Board of Appeals...........ccccuueeee.. 2681, 2682
New matter.........covveeeiiiiiieeeiinees 2671.01, 2671.02

NIRC (See also: Form letters and forms: Notice of
Intent to Issue Inter Partes Reexamination

Certificate (NIRC) PTOL 2068)
Non-final Board decision.........cccccceeeeeeeieiiiiiennn, 2681
Non-responsive reply by patent owner/third
[OF: 1 YRR 2666.30, 2666.50
Notice of appeal...........ccccvvveee.. 2662, 2674, 2674.01
Premature........cccooveeeiiiiiieiccie e 2667
Notice of cross appeal............... 2662, 2674, 2674.01
Notice of Inter Partes Request for Reexamination in
the Official Gazette..........cccccoevvvieveeiinnnns 2627, 2629
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette............... 2688, 2691
Office action..........ooovvvvvveiieiieieeeeeeeenn, 2660, 2671

Sec. No.

Not closing prosecution..............cccecveeeneee. 2671.01
Reopening prosecution after ACP....2673, 2673.01
Reopening prosecution after Examiner’s

ANSWET ...ttt 2679
Reopening prosecution after RAN........ 2676, 2677
Oral hearing..........cccocvevineenne 2662, 2675, 2677, 2680
Open to publiC......ccccviviiiiie s 2680
Order granting inter partes reexamination.....2646,
2660
Returned as undelivered.................cvvvvennn... 2654
OVEISIGNT...coiiiiieiiii e 2689
Patent copy with request............ccocceeiiiiieeeennee 2619
Double column format.............cooovvvvvvvvvnnnnnnnn. 2614
Panel ReVIEW..........cccovvieiiiiiiiiice e 2671.03
Petition..........eeiie i 1002.02(b)
Board decision..............cceeeeeiiiiiiiiie 2681
Consideration of submissions after NIRC..2687.01
Correct inventorship.........c.ccccceeee.. 2658, 2666.03
Denial of request for inter partes
reexamination.................... 1002.02(c), 2647, 2648
Entry of late papers for revival of reexamination
ProceedinNg.......ccevivvieiiuiieariie et 2668
Enter an amendment after RAN.....2672, 2673.02,
2675
For an interview in a merged
reexamination/reiSSue..........cccoeeuvvereeeennns 2686.03
Merge inter partes reexamination and
FEISSUL....ceivrieeiiieeanee 1002.02(b), 2667, 2686.03
Premature Action Closing Prosecution........... 2672
Reopen prosecution after Board decision......2682
Suspend second or subsequent requests......2640
Stay reexamination........... 2667, 2686.02, 2686.03
Unavoidable delay...........ccccveeeiniiiienieiiineen. 2668
Unintentional delay...........cccccceveeviiiieieeiiinnen. 2668
Vacate order granting inter partes
reexamination...........ccoovvveeieeiniiieee e 2646
Waive time provisions................. 2648, 2668, 2672
Premature response/comments............... 2625, 2667
Prior art citation.......... 2602, 2646, 2654, 2656, 2657
After the order to reexamine................. 2602, 2667
After a Notice of Intent to Issue Inter Partes
Reexamination Certificate issues.............. 2687.01
Before the first Office action.............ccccocuee. 2625
Before the order to reexamine.............. 2602, 2654
By another requestor
By the patent owner..........ccccceeeriiieiieinniieee.
StOrage area.......ccccevvcuveeeieiriiineeeeeesiireeeee s
With the Request.....................

With third party’s comments
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Reexamination, Inter partes — Reexamination, Inter partes

Sec. No.
Prior art copies with request............ccoccveeeeennine 2618
ProCESSING......eviiiiiieiiieeiiee et 2670
After a decision by the Board.............c........... 2682
Amendment..........ccoeveeenneene 2666.01, 2670, 2687
Clerical.....c..ooviiiiiee e 2670
EXaminer's ANSWET...........ccceeeeeeeeeeeeieiiviiiiinnnnn 2677
Inappropriate Papers........ccccveveeiiieeenieeeennen 2667
Merger of multiple reexamination
FEQUESES....ce i 2686.01
Merger of reissue and inter partes
reexamination..........cccocveeveeeeiniee s 2686.03
Terminated inter partes reexamination.......... 2694
Proof of service (See also: Reexamination, Inter
partes: Service of papers)
Public aCCeSS....ccoiievviiiiiiiiieeeeeeee 103, 2609, 2632
Publication...........ccccvoiiiiiiii 2687
Publication of Board decision.............cccccceeernnne 2681

RAN (See also: Reexamination, Inter partes: Right
of Appeal Notice (RAN))

Real party in interest identification...2612, 2614, 2677
Reasons for Patentability and/or Confirmation....2687

Rebuttal Brief.........cooovvvviieeiiieeein, 2678, 2679
Refused entry..........c.cccu.
RECOIAS.....eiiiiiieii e 2635
Reissue copending.....1449.01, 2643, 2686, 2686.03
Reissue previously issued.................c...... 2640, 2686
Remand by the Board of Appeals............. 2681, 2682
Reopening prosecution after an Action Closing
Prosecution (ACP).......ccccceveeiiiiiiennnnn. 2673, 2673.01
Reopening prosecution after a Board decision....2682
Representative of requestor.........c..ccoccceeeeerinne 2613
Request for extension of time.............ccccceeeeeiie 2665
Request for reconsideration by patent owner.....2666
Request  for inter partes reexamination
Claims considered........ccooeveeeeviiiieiviiiiiieeeeeeees 2643

Challenge accuracy of certificate
(©70] 1 1= o | SN

Denied....

Facsimile transmission not permitted.....502.01,
2624

Filed after reissue issued...........cccccceeeenninneen. 2658
Filed while interference pending................ 2686.02
Filing address.........ccccceevivieiieiiiciieee e, 2624
Granted......c.ooiiueiieiiiiiie e 2640
Incomplete..........ccoeveeenne

Prior art cited with 2618
Second or subsequent filed............. 2640, 2686.01
Statement applying the prior art..................... 2617
Time for filing......cccoovviiieeie e 2611
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Sec. No.
Request for Rehearing by the Board........ 2682, 2683
Res judicata..........
Respondent Brief
Defective.......ooooveiiiiiieiicnee
Respondent defined...........ccccoo o 2674
Response by patent owner..........cccccvevvveeenieeens 2666
After Action Closing Prosecution.......... 2671, 2672
Defective........ccovervvniiennn 2666.30, 2666.40, 2667
IMProper COMMENTS......ccoviviereeriiieiieenieeninens 2667

Late (See also: Reexamination, Inter partes: Time
periods for response) 2667, 2668

NoO proof of service........c.occoeiiiiiiiieii, 2667
No response filed.....2666.10, 2671, 2671.01,
2671.02
Not fully responsive..........cccceevneenn. 2666.30, 2671
Person not of record...........cccccooviiieenns 2666.50
Premature.......cccooevevieeiiiiiieeeiieeeeennen, 2625, 2667
To Notice of Defective Paper......2666.40, 2666.60
To Office action
[0 To 1N (o] o PO URR R TRPRT 2667
unsigned.........cocevieeiniieenece e 2666.50, 2667
Response by third party
After Action Closing Prosecution.......... 2671, 2672
After patent owner corrects defect............. 2666.40
Comments regarding response by patent
OWNET ...oeeeieeeiieeeieeeen 2666.05, 2666.20, 2666.30
DefeCtiVe......uuveeeeeeiiiiiieie e 2666.50, 2667
Improper comments.............. 2666.05, 2667, 2671
Late (See also: Reexamination, Inter partes:Time
periods for reSponSse).....ccceeevveveveeens 2667, 2668
NoO proof of service.........cccvverieiiiiiieeene, 2667
No response filed............cccveeeennnnns 2666.20, 2671
Other than third party requester.................... 2667
Period for response...........cc.......
Person not of record...........ccccocvviniennnnnen.
Premature comments...........
Premature appeal........ccccoooviieiiiniiiieeee, 2667
Prior art submission with.................
TOO IONQ. .ttt 2667
Unsigned........ccoeeeviveeiiiiienece e
REVIEW. ..ot 2689

Right of Appeal Notice (RAN)
2667, 2671 to 2674, 2677

CONLENL......uuiiiiiiiiiiiiiecee e 2673.02
SYox= 141211 o PO PP OOUPSRT 2632
Scope of examination........... 2658, 2671.01, 2671.02
Service Of PAPErsS......cccoveveiiiee e 2666.06

Certificate of........cccocoevviiiiiiciinn, 2620, 2666.06

Proof of service................ 2666.06, 2666.50, 2667




INDEX

Reexamination Legal Advisor (RLA) — Reference

Sec. No.
To patent owner..................... 2620, 2654, 2666.05
To third party requestor......... 2654, 2666, 2666.05
Special Status........ceeviiiiiiiiiieee e 2661
Statement applying the prior art.............cccccee.. 2617
Statutory estoppel........cccoeevvveeennnes 2601, 2612, 2614
Stayed pending litigation outcome................. 2686.04
Stayed pending reissue outcome.................. 2686.03
Submissions prior to the first Office action......... 2625

Substantial new question of patentability..2614, 2616,

2617, 2640, 2246, 2642 to 2647, 2648, 2658, 2686.01,

2686.04
‘Sufficient cause’ for extension of time................ 2665
Suspension of requests for inter partes
reexamination...........cccceeeeeeeeeeeeeeeiinnnn. 2640, 2686.01
Terminated..........coveveiiiieneer e 2694
Third party requestor (See also: Reexamination, Inter
partes: Response by third party)
Time for requesting inter partes reexamination..2611
Time periods after  appeal for  filing:
Amendment after Board decision containing a new
ground for rejection...........cooceiiiiiiiiene e 2682
Notice of Appeal in the Federal Circuit........... 2682
Notice of Cross Appeal in the Federal
CIrCUIL ..t 2683
Request for Rehearing........cccccooiuiieiiiniiinnnn. 2682
Time  periods during appeal for filing:
Appeal (i.e., Appellant) Brief..............cccveeee. 2675

Corrected/Supplemental Appellant Brief.....2675,
2675.02

Corrected/Supplemental Respondent
Brief......coo oo 2675.01, 2675.02

Corrected/Supplemental Rebuttal Brief.......... 2679
Notice of Appeal.......ccccoiiiiiiiiiiiiieeiee, 2674
Notice of Cross Appeal.......
Rebuttal Brief..........ccoceviiiinicceen 2678
Request for Oral Hearing
Respondent Brief.........ccccooveiiiiiiinen.

Time periods for response.........ccccecvvveveeeeinnnnen.. 2662
After Action Closing Prosecution.................... 2672

After defective submission.....2666.30, 2666.50,
2666.60

After Office action...........ccc........ 2662, 2665, 2667
To make claims the same in each concurrent
reexamination..............ooeeeeeecinineiis 2686.01
Time reporting by Office personnel.................... 2638
For a Panel Review..........cccccevviuvviieeeiinnns 2671.03
T s 2660.02
TraANSTer . v 2637
Unpublished legal opinions...........c.ccceccvveveeiiine 2677

1-85

Sec. No.

Reexamination Legal Advisor (RLA).2632, 2633, 2640,
2641, 2647.02, 2664, 2670, 2675, 2679, 2686.01,
2686.04, 2689

Reexamination Processing System (REPS)...103, 2632

Reference (See also: Prior art)
A.l. Series patent.........ccooveveviiieiiiie e 901.04
A.P.C. publication.........c.ccceceeiiiiiiniinnnnenn, 901.06(c)
Abandoned application.............cccccceeuee 901.02, 2127
Abbreviatures..........ccccoeiiiiieni 901.06(d)
ADSEFACES. ..o 706.02, 901.06(d)
Additional..........ccooveiiiiie e 707.05(d)
AdMISSIONS......cooiiiieiieee e 2129

Analogousart...904.01(c), 2141.01(a), 2143.01, 2145
Antedating (See also: Affidavit, swearing back of

reference (37 CFR 1.131))
Applications, domestic and foreign..................... 2127
Applying reference under 35 U.S.C.
L02(€). ettt 706.02(f)(1)
Arrangement in Examiner’s Search files.......... 901.07
As evidence of inherency.........ccccceevvveininenn. 2131.01
As evidence in multiple reference, 35 U.S.C. 102
=] [=101 o] o T TSP 2131.01
Assigned application as.........ccccceeeeviiiieieennnns 804.03
AVAIIaDIlItY. ... 2128
Between applicant’s priority date and U.S. filing
date....coviiiieie 201.15, 706.02(b)
Borrowing from Technology Center.................. 901.08
Citation.......... 707.05 to 707.05(g), 901.04, 901.05(a)
After allowance.............ccccceeennnn. 1302.12, 1308.01
After appeal................. 1207.02, 1207.03, 1207.04
By applicant............ 707.05(b), 707.05(c), 1302.12

(070] ¢ Tox 1 0] o IO U PUPPN
Period for reply........ccccoiiiieiiiiniiiieeeen,
Claims foreign date...................
Combination of references

Copending.....706.02(f)(2), 706.02(k), 706.02(l) to
706.02(1)(3), 709.01

COPIES. ettt 707.05(a)
Cross, how Cited..........cooevvvvvvvrivireireeieeee e, 707.05(e)
Cross reference addition............cccoeeeeeeeeeerennnn. 905.02

Date, determination of.....707.05(f), 2124, 2126. 2128
t0 2128.02

Date, exception to the rule..........cccccoeevviiieeennns 2124
Declassified printed matter...............ccccueee... 707.05(f
Defensive publications............cccccocveeinieenne 901.06(d)
Design application..........cccccceeevvcvieree i, 707.05(a)
Disclosure, broad..........cccooovivviiiiiiiieeceiee e, 2123

Disqualification under 35 U.S.C. 103(c)...706.02(1)(1).
706.02(1)(3)
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Reference characters — Refunds

Sec. No.

Drawings as Prior @rt.........cccooceeeveeeeniieeeniieeennns 2125

Effects of international application publication....1857
1857.01

Effective date

Patent.....706.02, 706.02(a), 707.05(e), 707.05(f),
715

Publication.....706.02(a). 715.01(c), 1857.01,
2128.02

Electronic publications.....707.05(e), 904.02(c), 2128

Sec. No.

Patent, official number lacking..............cc.c....... 901.04
Patent claiming same invention........ 715.05, 2301.03
Pending application (See also: Application)....901.03

Publication of applicant’s invention.....715.01(a)
715.01(c), 2132.01, 2133.01

Publication, date available............................. 2128.02
Publication, printed..........ccccceeiiiiiiiie e 2128

Publications.....706.02, 707.05(e), 901.06, 2131.01,
2132.01, 2133.01

Published abstracts of application..706.02, 711.06(a).
2131.01, 2133.01

Enabled disclosure.........cccccovviiiiiieenniieeenns 2131.01
Enabling, plant genetics...........ccccvevveinieenns 2121.03
Enabling, compounds and compositions....... 2121.02
Enabling, apparatus and articles................... 2121.04
Equivalents.........cccoveiiieeee e 904.01(b)
Every element rule for anticipation..................... 2131
Evidencing the meaning of a term used in the primary
TEfErENCE....oiiiiiiiiie e 2131.01

Foreign patent.....706.02, 707.05(e), 901.05(a),
901.05(b)

Forfeited application............ccccoeevevieiiiiiinnnenne 901.02
From interference...........ccoovveeiiiiiieeecccccinenen. 1302.12
Incorrect citation.............. 707.05(g), 710.06, 1302.12
Inoperability.........ccceevuiiiieiiiiiiee e 716
Internal documents, confidential.................... 2128.01
INtervening........ccccoeveevveeneee e, 201.15, 706.02(b)

Joint patent to applicant and another.....715.01(a)
715.01(c)

Listing at allowance..............c.ccceeveenee. 1302.12, 1455
Lost counts in interference............ccccoeeeuveeen. 2138.01
Multiple reference rejections under 35 USC

L02. it 2131.01
Newly discovered after allowance.................. 1308.01
Nonanalogous art (See also: Reference: Analogous
AIL) it 2131.05, 2141.01(a)
None cited by examiner

Overcome
Under Rule 1.130.........cccovveieiiiiiiiiee e 718
Under Rule 1.131 (See also: Affidavit, swearing
back of reference (37 CFR 1.131)).....706.02(a),
706.02()(2), 706.02(k), 715, 1302.14, 2132.01,
2133.02
Under Rule 1.132.....706.02(f)(2), 706.02(k), 716,
2132.01

Overcoming under 35 U.S.C. 119.........ccoeenee 201.15
Paper, orally presented............occoveeeeeinuinnenn. 2128.01
Patent..........cooeveiiii 901.04, 2126

Patent, date available..................cccoovvvvvvnnnnnn. 2126.01
Patent, Foreign (See also: Foreign patent)
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Rejection over broad disclosure instead of preferred
eMbOdIMENES........oiiiiiieiieee e 2123
Replacement of mMissing..........ccccevvveeevciieennne. 901.09
Same assignee.....706.02(f)(2), 706.02(k), 706.02(])
to 706.02(1)(3), 709.01, 715.01(b)

Selection of pertinent..........ccccccevvvciiiee e, 904.02
Statutory bar..........cc........ 706.02(a), 201.13, 2133.02
Statutory Section t0 USe........ccccvveriveerrinenn. 706.02(a)
Supply procedure.......... 707.05(a), 707.05(g), 710.06

Swearing back (See also: Affidavit, swearing back
of reference (37 CFR 1.131)).....706.02(k), 715,
2132.01, 2133.02

ThESIS ..o 2128.01
UEITIEY e 2122
“Well known in the art,” supported by............. 2144.03
Reference characters..............c.cccoeeccciinnnnnns 608.01(g)

Reference to foreign application.....202.03, 202.04
901.03

Reference to prior patent...608.01(p), 608.01(r), 901.03
Reference to related application (See also:

Cross-noting)
Reference to related application for

ISCIOSUIE.....oeiiiiieiiie e 608.01(p)
Refile application (See also: ApplicationSubstitute
APPHCALION). . iiiieiirieee et 201.10

Refunds (See also: FeeDeposit account)..509, 607.02
Additional invention or species...803.03(a), 803.03(b)

Canceled Claims.........cccooveiiiiiiiiiieiceee 506
Correspondence address............ 509.03, 2540, 2542
Filing fee....ccceoeennens 201.04(b), 503, 506, 601.01(a)

International applications.1002.02(p), 1827.01, 1850,
1864

International search fee.....707, 1827.01, 1852, 1859

ISSUE fEE...cccvciiiiiiiiieeeeeee e 1308.01, 1308.03
Maintenance fee......... 2520, 2540, 2542, 2550, 2590
Oral hearing.......cccoooeiieieii e 1209
Publication fee........cccoovviiiviiiiiiiiiieeeeeeeeeeee, 1126
Reexamination

EX part......ccccevvveeeiiieeeiieee e 2215, 2247, 2248




INDEX

Refusal to publish SIR — Reissue application

Sec. No.
Inter partes.........cccoeeeeiiiiininnnns 2615, 2647, 2648
Refund Section, Office of Finance......509.03, 607.02
Petition fee........oocuieiiii 506.02
Small entity fee.......cccceeiviiiiiiiie, 509.03, 2550
Statutory Invention Registration (SIR)................ 1109
Refusal to publish SIR..........ccccooviiiiniiiee 1105
Registration, Attorney or agent...................... 402, 1702
Regulations, Technology Center (TC) facilities........ 510
Regulations, public search room.............ccccevueeenne 510
Rehearing by Board of Patent Appeals and
Interferences.....1002.02(j), 1214.01, 1214.03, 1214.04
Reissue application..............ccccceveeeiinnen. 1401 to 1470
Absolute intervening rights...........ccccoieviniinnnes 1460
ACCESS t0....vvevivriireciiene 103, 724.04(b), 1430, 1470
Acknowledgment of protest............cccccuvrenen. 1901.05
Additional information required....... 1442.01, 1442.04
Adjudication of original patent....................... 1442.01
AllOWANCE......oiiiiiiiiieieeee e 1455
Amendment.........cooeeeeniieeniiee e 714, 1411, 1453
EXamINer's... ..o 1455
Of drawingsS.......ceeeevviiiereeeiiiiiieee e 1413, 1453
So that reissue can be merged with ex parte
reeXamination.........cccooiveeeriieee e 2285
So that reissue can be merged with inter partes
reexamination..........c..eeeeeiecieieeeeeiiieeeeene 2686.03
Amends or corrects original patent......1400.01, 1402
Appeal brief......ccoooiii e, 1454
Assignee consent...........ccce....... 1410.01, 1443, 1451
Broadened................. 706.03(x), 1412.03
Cannot be used to remove terminal disclaimer...1490
Certificate of correction.....1411.01, 1412.04, 1443,
1480 to 1485
Claim
Broadening ...1412.02, 1412.03
Dependent.........cccooiiiiiieiiiiiiiee e 1412.03
Format.......coooeeiiiieiiie, 1411, 1453
Numbering.......ccccccoevuvneeen. ....1451, 1455
Oath requirement.........ccccooocivieeiiniiiieee e 1414
Printed in Official Gazette................ocvvvvvvnnnn. 1455
Same invention as original patent.............1412.01
TOO NAITOW. ...eeeeieieieiiiieeee e 1402
Collateral estoppel........ccceevvveeriiiiiriieeiiieene 2112.01
Consent by assignee................. 1410.01, 1443, 1451
CONLENL....eiiiiiieeeeeeeeee e 1410
Continuation...........ccccceeeeeeeennenn. 1410.01, 1414, 1451
Copending application reference............cccc....... 1402
Copending ex parte reexamination
ProCeediNgS. .. ..uveiieiiiiiiee e 2285

Sec. No.

Copending inter partes reexamination
ProCeedingsS. .....ccuieiiiiiiiiee e 2686.03
Correct inadequacies..........ccueeveeeriiieeeeeieiiieeennn 1402
Court decision involving original patent......... 1442.01
Court ordered..........ccocveviiiiieniiniiese e 1442.05
CroSS NOLING....ceteeiiiiiiieee e 1451, 1455
Deceptive intention..........ccccveeiiiiieieeeiiciiieee e 1414
Declaration.................. 1410.01, 1414, 1414.01, 1444

Supplemental..............cc..c.... 1414.01, 1444, 1455
Defective oath, ground for rejection....706.03(x), 1414
Dependent claim.........ccccoovveeiiiieeniiie e 1455
DESIGN. .t 1457
DIlIGENCE....uviiiiei i 1403
Disclaimer.........cccocviiiiiiicniiecne 1411.01, 1450
Divisional.....1002.02(b), 1410.01, 1412.01, 1414,
1450, 1451, 1457
Domestic priority, delayed claim
Double patenting.........ccccovvveeiiiieeniiie e
Drawings......ccooeeeeiiiiieieee e 1413, 1414, 1453
Duty of disclosure.....1406, 1418, 1448, 2001.06(c),
2003
EFS-Web filing of.........ccccceveee. ...502.05, 1410
Election of SPeCies.........cccueeiiiiiiiiieiiieeeeee 1450
Equitable intervening rights...........cccccoiveeiniinnns 1460
Error correction after allowance 1414.01, 1444
Error in original patent.....1401, 1402, 1414, 1414.01
Examination..........ccccceeeviiiieneeninne

Review of Oath/Declaration

Expired patent

Filing fee..eieiieeee e 1415
Final Office action 1443
Foreign priority claim.....201.14, 201.16, 201.14(b),
1402, 1417

Format........coovvieiiieeeeeeeee, 1410, 1411, 1411.01
Fraud........coocevieieiee e 1448, 2012
Grounds for filing.........ooveiiiiiiiii e, 1402
Inequitable conduct...........ccccceeviiieiiennnns 1448, 2010
Information disclosure statement........................ 2003
Initial examiner revieW.........cccceeeeeeeieieeccccciinnns 1443
Inoperative or invalid, Oath requirement............. 1414
INSPECLION.....cutiiiee et 103
INtErferenCe....uueieieieieeeieeeee e, 1449.02
Interference on original patent concurrent

WL e 1449.01
Intervening rightS........c.ccovvvee i 1460
INventorship error..........cceeeeeeiiiieeeenn. 1402, 1412.04
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Rejected application — Rejection

Sec. No.
List of references.........oocuveeiiiiiii e 1455
Litigation involved.....1404, 1442.01 to 1442.05, 1443
Marking envelope........cccoccvvvveeiieiiiiene e 1404
Litigation protest.........ccccevvvveviiiereniieeenieeenns 1901.03
Maintenance fees on original patent.............. 1415.01

Merger of reissue applications after restriction....1450
Merger of reissue application with ex parte

reexamination..........ccocuvoveereenecneenee e 2285
Merger of reissue application with inter partes
reexamination.........cc.eeeeeeiieieeree s 2686.03
Multiple filings

NEW MALter......coveiiiirieiicriie e

Oath....cccociiiiiiicice
Primary examiner’'s decision............cccccccvveee.. 1004
Supplemental............cccccoeeee. 1414.01, 1444, 1455
Offer to surrender patent (not required).............. 1416
Official Gazette
Claim to be printed iN..........ccoceeeeiviiiiieeeeniins 1455

Filing notice in...1430, 1441, 1441.01, 1443, 1452,
1457, 1470

Omission of feature.............cccoccciviviviviiinnenns

Open to public........cceeveiieniiiciiees

Ordering copies of papers in file 1430
OWNErship......occcvevieeeeneeene 201.12, 1410.01, 1443
Patent SEries......cccoovviiviiiiiiiiieeeeeee e,

Patent term, affect on
Petition to merge reissue and ex parte

reexamination........cc..oceuveeeeeivieeeeeen. 1002.02(b), 2285
Petition to merge reissue and inter partes
reexamination...........cccceeeecvvneennn. 1002.02(b), 2686.03
Petition to stay reissue pending ex parte
reeXamination..........ccovueeeiriie i 2285
Petition to stay reissue pending inter partes
reexamination.............eeeeereieeeee s 2686.03
Print of drawing.........cccccovvveinnnnen. 608.02, 608.02(m)
Prior art consideration............ccccoeevieiiieeeniieeenns 1402
Prior art statement............cccoeviiieii e 1418
Priority correction.....201.14(b), 201.16, 1402, 1405,
1417
Protest........cccevvviiiiiiinieein, 1441.01, 1443, 1901
Protest filed in reissue where patent is in
INEITEIENCE. ... 1443, 1449
Public acCess........coovvvvvvviiiiiieeeeeeen 103, 1430, 1470
Recapture of matter.................. 706.02(1)(1), 1412.02
Reexamination proceedings copending......... 1449.01
EX Parte......ccooiiiiiieiii e 2285
Inter partes................. 2643, 2686, 2686.03, 2695
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Sec. No.
REJECHON. ...cciiiiiiiee e 706.03(x)
Request for Continued Examination (RCE)........ 1451
Requirement for information..............cccccueene 1442.04
RESHICON. ..ot 1450, 1451
DESIGN. it 1457
Return of original patent..........c.cccocceveiiieeiniinens 1416
REVIEW. ..ottt 1456
Same invention as original patent.................. 1412.01
Special for examination.....708.01, 1441, 1442
1442.03
DESIGN...iiiiiiieeiiie e 1557
Specification.......... 1410, 1411, 1411.01, 1453, 1455
STALUS...uceiiieeeee e 1430, 1470
Statutory basis........cccceveeeiviiie i 1401
Statutory disclaimer.........ooocooiiiiiiiiiiee e, 1490
Stayed pending ex parte reexamination....... 2686.03
Stayed pending inter partes reexamination...2686.03
Submission of papers in.........cccccoociieeiiiiineeen. 1404
Suit on original patent...........cccceecveerieee e 1442.01
Surrendered patent returned to applicant........... 1416
SUSPENSION. ...eiiiiiiiiiiiei ettt 1450
Terminal disclaimer.......... 1410.01, 1411, 1451, 1490

Transfer of original drawing (prior practice)..608.02(i),
1413

Treatment of protest.........cccccoeieeiiiniieneenn.
Twice reissued.........cccevvvveennne
Two month delay period
Rejected application...........cccoocoeieiiiiiiinieene
Rejection (See also: Anticipation rejectionindefinite
ClaiMODVIOUSNESS)..ivvuiieiiiiieiiiereree i e e eereseerenans 706
Abandonment of invention......... 706.02(d), 706.03(s)
Admission by applicant............. 706.02(c), 2133.03(c)
After allowance of application.....706.04, 706.05,
1308.01
After allowance of claim...........cccccvoiinenennen 706.04
After allowance, primary examiner review of......1004
After appeal, new rejection..........ccccoceeveinineen. 1207.03
After termination of interference.............cccc...... 2308
Against public policy........cccooeiiiiiiiiiinnnn. 706.03(a)
AJOregation.........cocveeeiireeirieeeneee e 2173.05(k)
All valid grounds..........cccceeevviiiieneeeiiiiieeen, 707.07(q)
Allowed claim by Board of Patent Appeals and
INterferencCes. .....ooouveeeieiiiiceeee 1213.02
Alternative phrases.........ccccoocvveiiieeinieeens 2173.05(h)
Anticipation (See also: Anticipation
rejection).....706.02(a), 707.07(d), 2131, 2132, 2133,
2136
Art (See also: Prior art)......eeeniiieeeennnens

Assigned applications, Same applicant



INDEX

Rejection — Rejection

Sec. No.

Atomic Energy ACt.........cccooviiiieiiiiiiiieeeee 706.03(b)
Authorship......cccccocveviieeinnee.
Backup rejections
Bar, Statutory.......... 706.02(a), 2133 to 2133.03(e)(7)

OVEICOMING....uevieeeeeeiiiiee e et 706.02(b)
Board of Patent Appeals and Interferences
INEFOAUCES......cieiiee e 1214.01
Board of Patent Appeals and Interferences statement
on allowed claim........ccococeiiieeiiee e 1213.02
Breadth........ccoeeiiiiii e 2173.04
Broadening in reissue application.................. 1412.03
Broader than the disclosure.............cccccoeennee 2173.03
Chemical practice

Markush........c.ccceeiiiieennns 2173.05(h), 2173.05(0)

Undue breadth........ 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to claim of
PALENT. ... 706.06
Claim presented corresponding to claim of patent,
failure to reply....ccceevieeeiie 706.03(u)
ClaimS...c..eieec e 706
Combination of references.....706.02(j), 707.07(d),
2131.01
Common knowledge.........cccceevvvveerineeniinnenn. 2144.03
Commonly assigned.............cccveeeenn. 706.02(k), 2146
Computer programming cases............ 2106, 2161.01
Conflicting applications.....706.02(f)(2), 706.02(k),

706.02(I) to 706.02(1)(3), 709.01, 715.01(b), 804,
804.01, 804.02, 822, 822.01

Contrasted to objection..............cccevvveeeeiiinnen.n. 706.01
Copending applications, different inventive
entities................. 706.02(k), 706.02(1) to 706.02(1)(3)
Cumulative...........ooevvvieeiieeeeeeeeeee, 706.02, 707.07(d)
DediCation.........cccceiiveeeiiee e 715, 1490
Defective reissue oath...........c.cccuvuen.. 706.03(x), 1444
Dependent claim.........ccocveeviiieniieeinieeee 608.01(n)
Derivation of invention............ccccovevieinieeenieeenns 2137
Disclaimer..........ccccovevveiveeirennnenn, 706.02(K), 710.02(d)
Double patenting (See also: Double patenting)
Duplicate claims.........ccccccoovviiiieeeiiiiiienee, 706.03(k)
Estoppel, defensive publication....................... 711.06
Estoppel, interference...........cccceeeeviieeinineenns 2308.03
Final (See also: Final rejection)...706.07 to 706.07(f)
Foreign application, statutory bar................ 706.02(e)
Form paragraphs used............... 706.02(i), 706.02(m)
FOrm USEd.......oeviiiiiiiiiciiee e 707
Fraud upon publiC..........cccceiiiiiieiiiiie. 706.03(a)
Frivolous invention...........cccccoeviienee e, 706.03(a)
Full anticipation, expression
recommended.........ccccevviiennnen. 706.02(i), 707.07(d)

1-89

Sec. No.
Function of machine...................ccceeeinine 2173.05(v)
Functional claim..........ccccoeeeeeeeinnn. 2114, 2173.05(q)
Functional equivalents............c.ccccoviveeinnnenns 2144.06
Generic claim.........c.......... 715.02, 806.04, 809.02(a)
Genus and species.....806.04(h), 806.04(i), 2131.02,
2144.08
Ground clearly stated.................. 706.02(j), 707.07(d)
INACCUrALE......ccvvvieee e 2173.03
Incomplete........ccoeevecieericereennnne. 706.03(c), 707.07(j)
INdefinite.........oooiiiiiiic e, 706.03(d)
INOPErativeness.........cccvvevreeeeiiieesiiee e 2164.08(b)
Insufficient disclosure 706.03(c)
Insufficient disclosure, trademark................ 608.01(v)
Interference, estoppel.......ccccoveveviiieeiiiienne 2308.03
Interference terminated..................... 706.03(v), 2308
International publication as prior art.....706.02(a),
1857.01, 2136.03
Judicial NotiCe.......ccccevviiiiieeeiiiieee e, 2144.03
Language USed.........cccccevrennenne. 706.02(j), 707.07(d)
Linking claim.............. 806.04, 806.05(c), 809, 809.03
Markush, improper................. 2173.05(h), 2173.05(0)
MUItIPICItY....eeeeeeee e 2173.05(n)
Negative limitation..........ccccoocveeiiieeiiiinennns 2173.05(i)
New, after appeal........c.ccoeovveeiiiiiiiieree i, 1207.03
New, after final rejection............cccccceeeeeneee. 706.07(e)
New matter.......cccoeeeeeeevveieiiinnnnnn. 706.03(0), 2163.06
Nonelected invention............c.ccccevveeeeeninne 706.03(m)
Nonstatutory claim..........cccccceeveineeee. 706.03(a), 2107
Nonstatutory subject matter....................... 706.03(a)
Not based on prior art.........ccccoevcvvereeeiiciineeen.
NOt INVENLOT ...t
Not readable on disclosure
Oath, defective reissue...........c..c......
Objection distinguished..........c..ccoccieiiiiiineen.
Obviousness (See also: Obviousness).....706.02,
706.02(j), 707.07(d)
Official NOtICE.....cccceviiiiiee e, 2144.03
Old combination..........ccccccveveeeeeeeeniiiiieie, 2173.05())
Omnibus claim......................... 706.03(d), 2173.05(r)
Omnibus rejection..........ocvvvvveeeeiiiiieeeeeeenns 707.07(d)
Overcoming 35 U.S.C. 102 rejection........... 706.02(b)
Overlapping applications.....706.02(f)(2), 706.02(k),
709.01, 715.01(b), 804, 804.01, 804.02, 822, 822.01
Perpetual motion...........cccceeeeeiiiiiere e, 706.03(a)
Personal remarks avoided.......................... 707.07(d)
Previously allowed claim........................ 706.04, 1004
Prima facie case of obviousness................. 706.02())
Printed matter..........ccccvvvveveeeiiiiiieeeeee, 706.03(a)
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Rejoinder — Representative capacity

Sec. No.

Ex parte reexamination.............cccccceeeeene 2274, 2275

Inter partes reexamination.....2675, 2675.01, 2677,
2681, 2682

Sec. No.
Prior art.........cooooiii e, 706.02
Prior art between applicant’s foreign priority date and
U.S. filing date..........ccccevveeieiinennnns 201.15, 706.02(b)
Product by process...........cccceeuvnen. 2113, 2173.05(p)
Product of nature............cccceevvieiiieeeiiieee 706.03(a)
ProliX....uuvveeeieieieieeeieeeeeeee e 2173.05(m)

Provisional rejection.....706.02(f)(2), 706.02(k),
706.02(H)(3)
Public sale (See also: On sale and Public

[UET=) PSR 706.02(c)
Public use (See also: Public use)............... 706.02(c)
Public use proceeding.................... 706.03(v), 720.05
Ranges..........ccccvvvivinnns 706.03(c), 2131.03, 2144.05
Recapture in reissue application................... 1412.02
Reissue application
Broadened claims.....706.03(x), 1412.03, 2163.05
Defective oath..........c.eevvivvnnrnennn. 706.03(x), 1444
ReCaptUre.........ccoevviiiiiiee e 1412.02
Repeated.........ccceevuiieiiiieee e 707.07(f
Res judicata........cccoeevuvieiieiiiiieiee e, 706.03(w)
Scientific prinCiple..........ccocoveviiiiiiiciiieene 706.03(a)
Secondary considerations............ccocceeeiiienn. 2131.04
Single means claim..........ccccccooiiiniennne 2164.08(a)

Species and genus.....806.04(h), 806.04(i), 2131.02,
2144.08

Statement of.......ccccvveeieiiiii s 707.07(d)
Statutory bar........... 706.02(a), 2133 to 2133.03(e)(7)
Suggested claims not made ...706.03(u)
Technical......cccccovviiieiieiie e, 706.03
Trademark or trade name........ccccceveveeeeeennnn. 608.01(v)
Undue breadth..............coovvvvvvnenn.n. 2163.05, 2173.04
ULIIEY ..o, 706.03(a), 2107
VAGUE.....ceiiiie et 706.03(d)
Well known inthe art........ccccccoeeeeiiieiiiniiiinn, 2144.03

Rejoinder.....806.05(c), 806.05(f), 806.05(h), 806.05(i),
809, 812.01, 821, 821.01, 821.02, 821.04, 821.04(a),
821.04(b), 1302.04(h)

Related inventions.....802.01, 806.04(b), 806.05,
806.05(j), 808.02, 809.03

Rejoinder of, generic or linking claim

allowable........coooeviiiiiiiiiiis ...821.04(a)
Rejoinder of, product claim allowable.......... 821.04(b)
Related inventions, Species..........ccccveeeeennnns 806.04(b)
Remailing Office action...............ccc.c... 707.13, 710.06
Remand by Board
AffidaVit.........ocoiiieii e 1211.03
AMeNdmMENt......c.ovvvveiiiii s 1211.01
Further search.........cccccoociiiiiiiiiiee e, 1211.04

In general
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SPECIAL..ecieeieiiie e 708.01
Removal of application from Office...........ccccceeveenne 101
Renumbering claims.........c.ccoooiiiiiniiiieees 1302.01
Reopening after allowance.............ccccceeevneenne 1308.01
Reopening after court decision............cccccveene. 1216.01
Reopening prosecution after Action Closing Prosecution
in inter partes reexamination................. 2673, 2673.01
Reopening prosecution after Board decision in inter
partes reexamination............ccocccvvveeeeiiiiienee e s 2682
Replenishment of deposit accounts (See also: Deposit
account: Replenishment)
Reply (See also: AmendmentPeriod for reply)

After abandonment..........ccccovcieeiiiiiinieee e, 714.17

After Board decision..............cc...... 1214.01, 1214.06

After final rejection.........cccccoeeeeeens 714.12,714.13

By filing RCE.......ccooiviiiiiiiciiee e 706.07(h)
Within 2 months.........coccoeviviiiciee, 706.07(f
Attorney arguments............cccuvvenennnns 716.01(c), 2145

By patent owner in inter partes reexamination (See
also: Reexamination, Inter partes: Response by
patent owner)

By third party in inter partes reexamination (See also:
Reexamination, Inter partes: Response by third

party)

Complete.......eeeiiiiieeeeeee e 714.02 to 714.04
Copying claim from patent not a reply......... 711.02(b)
Election requirement.....809.02(a), 818.03(a),
818.03(b). 818.03(c)

Formal matters..........cccooviiiiiiiiii e 714.02
Incomplete...710.02(c), 711.02, 711.02(a), 711.03(a),
714.02 to 714.05, 2266.01

In ex parte reexamination............ccccceeecvveeeeenenns 2266
Incomplete, election of species lacking.....809.02(a),
818.03(b)

Incomplete, proceedings not stayed by petition...1002

Incomplete, time for completing.....710.02(c), 711,
714.03, 2266.01

Late....c.oooevernnnn. 711,711.02
Late, eXCUSE......ccceeeeivieieviiiiieeeeee e 710.02(d)
Patentability pointed out.....706.02(b), 714.02, 714.04
Restart period for.........coceiiiiiieiiiieeee 710.06
Restoration of canceled matter.................... 608.01(s)
Restriction requirement..............ccccvveeeenne 818 to 819
Signed by all applicants............cccocceeeeennns 714.01(a)

Statutory period
Reply brief................
Representative capacity................. 402, 405, 714.01(c)




INDEX

Representative of foreign assignee — Restriction

Sec. No.

Cannot expressly abandon......................
Cannot sign terminal disclaimer
INEEIVIEWS....coiiiiee e

Representative of foreign assignee.................... 302.04
Representative of inventor or owner.............ccc....... 400
Representative of requester...........ccccovveveeviienenn. 2213
Representatives of out-of-town attorneys................ 408
Republication of PG-Pub.......................... 502.05, 1130
Request for Continued Examination (RCE).....706.07(h)
After allowancCe..........ccoceveveeriiiiiciic e 1308
Conditions for filing..........cccccceiiiiiinnins 706.07(h)
Design application..........c.ccccovvveiniieeininiennns 1502.01
Improper CPA treated as..........ccooceeeerveeennee 201.06(d)
Inter partesreexamination of...............c.cccoccveeee. 2611
Submission requirement............ccoccveerieenn. 706.07(h)
Suspension of action iN........cccocceeviiiniiee e 709
Terminal disclaimer, effect in..........ccceevvviveennnnn 1490
Request for ex parte reexamination
DECISION CrLErIA......eevieirieiiiiiiesiee e 2242
Facsimile submission not permitted................. 502.01
Notice of request in Official Gazette.................. 2229

Requester’s representative

Time for filing......cccccoeieneen.

Time to decide
Request for inter partes reexamination (See also:
Reexamination,Interpartes:RequestReexamination,
Inter partes: Decision on the request for
reexamination)
Request form (PCT/R0O/101).....1812, 1821, 1844,
1844.01

Request for patentability report............ 705.01(e), 1003
Request for reconsideration of patent term
AdjUSTMENT......eviieee e 1002.02(b)

Request for rehearing of Board decision.....1002.02(b),
1214.01, 1214.03, 1214.04

Inter partes reexamination....................... 2682, 2683
Request for reinstatement of period of patent term
AdjUSTMENT......evviiii e 1002.02(b)
RequestforStatutorylnventionRegistration(PTO/SB/94)
FEPrOAUCEM. ...t 1101
Request to convert provisional application to
nonprovisional application.............ccccceeenuee. 1002.02(b)
Request to issue patent in name of assignee after issue
fee paid....ccccccooiivieiie i 1002.02(r)

Requirement for information.....704.10 to 704.14(d),
706.02(c), 710.02(d), 1901.06, 2122, 2123

After the first action on the merits............... 704.11(b)
Authority for requirement...........cccccooeeiviiveeeens 704.10

Consideration of information submitted.....704.14(b),
707.05(b)

Sec. No.
Format of requirement...........cccccveeeeiinnnen. 704.14(a)
Relation to duty of disclosure............ 704.12(a), 2005
Relationship to information disclosure statements
.................................................................... 704.14(d)
REPIY 10t 704.12
Elements of a complete reply.................. 704.12(b)
Time periods for........cccceviveriieiiieeeiieee 704.13
Treatment of an incomplete reply............ 704.12(c)
Scope of requirement............cccoeeviciiieeeriiinenn. 704.11
What information may be required..704.11, 704.11(a)
When requirement may be made................ 704.11(b)
Requirements must be repeated.............. ...7107.07(e)
Requisites of the application............cccccceviieeininenne 702
Res judicata............ 706.03(w), 707.07(g), 2259, 2659
Rescission of nonpublication request.......... 1123, 1124

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

Cited..viiiiicc 1123,1124

Reproduced..........cooouiieieiiiieiieeeeee e 1135
Reservation clause in application...608.01(e), 608.01(t)
Residence, Applicant’s.........cccccoueee. 605.02, 719.02(b)
Resignation of examiner, old cases special........ 708.03
Respondent Brief in appeal of inter partes
reexamination...............oeevvvieeieeeeeenns 2675.01, 2675.02
Response (See also: Reply)

Restriction (See also: ElectionElection of

806.05(q)

Application referred to second examiner.............. 815
BaSiS. ..o i 802
Burden, without SEriouS..............cooevvvvvviiieeeeeeenens 803
Claimed subject matter...........c..ccoecvveeeeivnnnenn. 806.01
Claims to divisible inventions added before

= (o3 110 o FOR SRR 818.02(a)

Combination and subcombination.....806.05(a),
806.05(c)

CONtINUALION. ....cveiiiieiicirccrec e 819
Design application...........ccceeeeiiiiieneeniineen. 1504.05
DefinitioN......cooceiiiee e 802.02
Distinct invention.............cccccue... 802.01, 806, 806.05
DiStinCt proCesses.........ccceevviiiieeeeiiiiiieeeennne 806.05())
Distinct products..........coccvveviieeeiiiieeiiee e 806.05(j)
Election other than express.........cccccccoecvvveeennn. 818.02
Election fixed by action on claim..................... 818.01
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Restrictions on employees of Office — Revocation of power of attorney

Sec. No.

Final requirement...........cccceeeiiiiiene e, .01
Grouped in parent application .04
IMPIOPEY....vvceceeerecececeeeeeerrenen e 803, 806, 808.02
Independent embodiments.....802.01, 806.04(b),
806.06
Independent inventions.....802.01, 803, 806, 806.06,
808.01(a)
Intermediate-final product........... 806.04(b), 806.05(j)
INIFOAUCTION. ... 801
Linking claim.....806.04, 806.05(c), 809, 809.03,
821.04(a)
Linking claim, traverse of rejection.............. 818.03(d)
Markush type claims.........cccccooeeviiiinnne. 803, 803.02
Nonelected claims, treatment of........... 821 t0 821.03

Eligible for rejoinder...........ccccoviieviiieeniiienee. 821

Reissue application..........ccccovvveeiiieeenieeennen. 1450
Nonelected invention................ 706.03(m), 821.04(a)
Nucleotide sequences.............cccuvveeennn. 803.04, 2434
Patentability over prior art.............cccccnee. 809, 809.03
Patentability report, effect..........ccccceeiiiiiiinniinns 807
Petition from requirement 818.03(c)
Process and product or apparatus.....806.05(¢e),
806.05(9)
Product and process of using.............cc..e.... 806.05(h)
Product, process of making and using......... 806.05(i)
Reasons for holding of independence or
IStINCINESS....eeiiiicicccc e 808.01
Reissue application...........ccccooeeiievieinnines 1450, 1451
Rejection of nonelected claims............. 821 to0 821.03

Rejoinder...806.05(c)., 806.05(f), 806.05(h), 806.05(i).

809, 812.01, 821, 821.01, 821.02, 821.04, 821.04(a),
821.04(b), 1302.04(h)

Related inventions.....802.01, 803, 806, 806.04(b).
806.05, 808.02, 809.03

Rejoinder of, generic or linking claim

allowable.............cccooiiiiiiiiis 821.04(a)
Rejoinder of, product claim allowable.....821.04(b)

Requirement..........cccccceiviiiiieee e, 812,814 to 817
Additional..........cvvvviiiiiiiiiii
After election.........ccceeeiviiieiic e
With traverse...............c.o.....
Without traverse........ccccccceeeeeeieieecccccnn,
By group where examinable
Clear and detailed record.............ccccvvvvvvivrnnnnnns
COMPIELENESS......oeviviiiieriiie e
Concluding paragraph.....................
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Sec. No.
Patentability..........ccccooviiiiiii 810
Petition from.......ccccovviieieee e, 818.03(c)
Reasons for insisting upon.................. 808, 808.02
Rejection on double patenting following......804.01
Repeated after withdrawal.................ccceeee. 811.03
REPIY 10...eviiiieiieieceeceee 818 to 818.03(d)
Review by examiner with at least partial signatory
AULNONILY. .o
Submission to TC director
Second requirement.............

SEQUENCES. ....eeiiiiiiniiiiriieeeeeeee e e e e e
Single Claim.....ccccoooiie e 803
Single embodiment...........ccococeiiiiiiiiiiennee,
Species may be independent or related
INVENTIONS...coiiiiiiiii e 806.04(b)
Species of unclaimed genus................... 808.01(a)
Subcombination, Combination.....806.05(a).
806.05(c)
When made.......cooooevveeiiiiiiieeeeieie e, 811, 811.02
Withdrawal...........coooiiiiiiiiiiieie e 819
Subcombinations usable together.....806.05(d),
806.05(j)
Telephone. ... 812.01
Transitional application...........ccccoccveivieeeninnenn. 803.03
Traverse of requirement.......... 818, 818.03(c), 821.01
Restrictions on employees of Office................ 309, 409
Restrictions on former employees of Office........... 1702
Retroactive foreign filing license............c.ccccocvveen.n. 140
Return of Papers
Discourteous matter................. 714.19, 714.25, 1003
Entered in the file................. 201.14(c), 719.01, 1003
Return of drawing..........ccccooeviiieieeniiiienenn. 608.02(y)
Return of filing fee........cocoviiii 607.02
Return of oath........cccceviiiiiiiic 604.04(a)
Return of patent..........ccoooieiiiiiiiieeeee 1416
Return of post card (sometimes postcard or
POSt-Card)........ccoeeviiiiiiie e 503, 1901.05
Returned Office action...........c.ccocereviiiiiiiieninns 707.13
Review at allowance...........cccoccveeiiiiiiiiiienennns 1302.01
Review for national SECUTtY..........ccccovcvvviriieeriieenns 115
Review for Government property rights................... 115
Revised statutes (See also: Statutes)
Revival of abandoned application.....711.03, 711.03(c).
1002.02(b)
Revocation of agent under PCT.........cccooveeeinnnen. 1808
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82.............. 2222, 2622
Revocation of power of attorney............ 402.05, 402.07
After AlIOWaNCE........ccocvieviiiieiccee e 2501



INDEX

Rewritten specification — Rules, Patent (Code of Federal Regulations)

Sec. No.

Rewritten specification...........cccccceveviieeiinneen. 608.01(q)

Right of Appeal Notice (RAN)..2666.05, 2666.10, 2667,
2671 to 2674, 2677

CONENL....coiiiiiiee e 2673.02
Right of priority (See also: Foreign application)
Foreign application

Form paragraphs.........cccccoiiiiiiiniiniiieeeee
Formal requirements..........ccccooveeeniieeeniineennnnen. 201.14
Overcoming a reference................. 201.15, 706.02(b)
Papers required...........cccoeeeeiiiiiiieneeeiee. 201.14(b)
Time for filing papers........cccoceviieeiiieenne. 201.14(a)
U.S. application..........ccceeveeeeniieeeniieeeieee e 201.11
Right to exclude others......... 509.02, 1111, 1601, 2162
Rights, Transfer of patent or application............. 509.02
RNA (Seealso:BiotechnologyNucleotidesequences)
Roster of attorneys or agents.....601.03, 1730, 2205,
2220
Rules, 21 CFR 60.3(0)......ccceveriiianieniieiieenieeninnn 2751
Rules, Patent (Code of Federal Regulations)............ R
10 CFR 810 Cited......coivverieeiiieiiieeniee e 140
21 CFR 312.80-312.88 Cited...........ccceerrurennne 2107.03
37 CFR:
1.1 ReproducCed........ccoviuuiieeeeiiiieee e 501
1.2 Reproduced...........cceevivvrennnee.
1.3 Reproduced........cc.ccovvvvevieeiiiiiee e
1.4 Reproduced.....
2002.02
1.5 ReproducCed........ccceeevviieeeeiiiiiiee e 502
1.6 Reproduced...................
1.7 Reproduced.........cooiiiieiiaiiiiiieee e
1.8 ReproducCed.........cceovvveieeeeiiiiiiee e 512
1.9 Reproduced....................

1.10 Reproduced
1.11 Reproduced
1.12 Reproduced

1.14 Reproduced
1128, 1879.04

1.20 Reproduced
1.22 Reproduced
1.23 Reproduced
1.25 Reproduced
1.26 Reproduced
1.27 Reproduced
1.28 Reproduced
1.31 Reproduced
1.32 Reproduced

1.33 Reproduced
2622

1.34 Reproduced.........coocvvvveeeeiiiiiiee e 402

1-93

Sec. No.
1.36 Reproduced.........ccccevvveeinviiinieceninennn 402.05
1.41 ReproducCed.........ccoevvviereeeiiiiireeeseiiieeeenn 605
1.42 Reproduced..........ccouveveeiiniiiieaennnns 409.01(a)

1.43 Reproduced
1.45 Reproduced
1.47 Reproduced
1.48 Reproduced
1.51 Reproduced 601
1.52 Reproduced.................. 608.01, 608.05, 2250

1.53Reproduced..201.04(b). 201.06(c). 201.06(d).
506, 601.01, 601.01(c)

1.54 ReproducCed.........ccoevvvieveeniiiiineeessiieeeenn 503
1.55 Reproduced..........cccccueenee 201.13, 201.13(a)
1.56 Reproduced.....2001, 2001.01, 2001.04,
2001.05, 2002

1.57 Reproduced
1.58 Reproduced

201.17, 608.01(p)
608.01, 608.05(b)

1.59 Reproduced........cccooviuieieiieiiiiieeeee e 724.06
1.63 Reproduced...........ccccevvvvereennn. 201.06(c), 602
1.64 Reproduced..........cccceveviureeinineenne 605.04(a)
1.66 Reproduced...........cccuveereennnns 602.04(a), 604
1.67 ReproducCed..........cocvvvveveeiiiiiiieeeesiieeeenn 603
1.68 ReproducCed..........cooevvveeeeiiiiiiree e 602
1.69 Reproduced........ccccoevuvieeeeennnne 602.06, 2004
1.71 Reproduced............... 608.01, 608.01(v)
1.72 Reproduced..........cccuvveeeeninnnns 606, 608.01(b)
1.73 Reproduced...........coceveeiiiiiiienannnns 608.01(d)
1.74 Reproduced..........cocvveririeeinnirennne. 608.01(f
1.75Reproduced..608.01(i), 608.01(n), 2173.05(n)
1.76 Reproduced........ccccoviuieieieeiiiiieeeeeee 601.05
1.77 Reproduced...........cceee...... 608.01(a), 608.05
1.78 in effect on November 29, 2000,
Reproduced...........cccuue...... 201.11, 804.03, 822.01
1.79 Reproduced..........ccooeevieriiiiiienennnns 608.01(e)
1.81 Reproduced.........coeevvveeiiiiiinieceiieenn 608.02
1.83 Reproduced..........ccoveveeiiiiiniieeennnns 608.02(d)
1.84 Reproduced.....608.01(f), 608.01(v), 608.02,
1606

1.85 Reproduced................... 608.02(b), 608.02(p)
1.91 Reproduced...........ccovuvvieeeeiiiiienee s 608.03
1.93 Reproduced.........ccooviuieieieeiiiiieeeeeeis 608.03
1.94 Reproduced..........ccocvveiiuieeininirenn 608.03(a)
1.95 Reproduced..........cccvveveeiiiiiiinieennns 608.03(a)
1.96 Reproduced..........ccouveveeiiiiiiienennnnns 608.05(a)
1.97 Reproduced.........cccevviveeiiineeiniieeninee e 609
1.98 ReproducCed..........coovuvvieveeiiiiiiiie e 609
1.99 Reproduced........cccoeivveeveeiiiiiiieeeas 1134.01
1.102 Reproduced 708.01, 708.02
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Rules, Patent (Code of Federal Regulations) — Rules, Patent (Code of Federal Regulations)

Sec. No.

1.103 ReproducCed...........cocovvevimreeennireninieeee

1.104 Reproduced.....706, 707, 707.05, 707.07,
1302.14, 1852, 2260, 2660

1.105 Reproduced..........ccccueeenvieiiieneniiinenns 704.10

1.111 Reproduced....201.04(b), 714.02, 714.03(a),
2266, 2666

~
o
[(e]

1.112 Reproduced.........cccvveeeeeiuireeeeeiiiiieneeens 706
1.113 Reproduced..........cccceeeerveeiiieneniieenne 706.07
1.114 Reproduced..........ccceeeviuiieeeennnnns 706.07(h)
1.115 Reproduced........ccccceeviuveeenireennnnn. 714.01(e)
1.116 Reproduced..........ccceeeeivieiiieneniinenne 714.12

1.121 Reproduced...608.02(p). 608.04, 714, 1453,
2234, 2250, 2666.01

1.125 Reproduced........ccccceevvvveeennneennnnn.
1.126 Reproduced.........cceeeveveeriuveeiineennns
1.129 Reproduced.....................
1.130 Reproduced............ccceevivvernunenn.

1.131 ReproducCed...........cccvveiiuveeeniieeniiie e 715
1.132 Reproduced 716
1.133 Reproduced 713.01,713.04
1.135Reproduced..710.01, 711, 711.03(c), 714.03
1.136 Reproduced..................... 710.02, 710.02(e)
1.137 Reproduced.....711.03(c), 1124, 2268, 2668
1.138 Reproduced
1.141 Reproduced
1.142 Reproduced
1.143 Reproduced
1.144 Reproduced
1.145 Reproduced
1.146 Reproduced
1.151 Reproduced
1.152 Reproduced

1503.02

1.153 Reproduced 1503.01
1.154 Reproduced..........ccueeeeeeiiiuireeeennnnns 1503.01
1.155 Reproduced...........ccoevevvirennnirnnnnnn. 1504.30
1.161 Reproduced..........cccvvveeeiiiiiieee e 1602
1.162 Reproduced...........cceeeeeeenninnnenen. 1604, 1605
1.163 Reproduced...........ccvvveeeenninenennn. 1603, 1605

1.164 Reproduced
1.165 Reproduced
1.166 Reproduced
1.167 Reproduced
1.171 Reproduced
1.172 Reproduced
1.173 Reproduced
1.175 Reproduced
1.176 Reproduced
1.177 Reproduced
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Sec. No.
1.178 Reproduced................. 1416, 1418, 1442.04
1.181 Reproduced...........c...couvneee.. 711.03(c), 1002
1.182 Reproduced.........ccocuvveeeeeiiiiieieeeeiiee 1002
1.183 Reproduced.........coocuveeeeeeiiiiieiee e 1002
1.197 Reproduced..........ccooveveviireniniennn 1214.06
1.198 Reproduced........c.cooveeeriireniinreannne 1214.07
1.211 Reproduced.......c.cceeouveeeeerinnnenn. 1120, 1126
1.213 Reproduced ..1122,1123,1124

1.215 Reproduced
1.217 Reproduced
1.219 Reproduced
1.221 Reproduced
1.248 Reproduced
1.251 Reproduced
1.291 Reproduced
1.292 Reproduced
1.293 Reproduced
1.294 Reproduced
1.295 Reproduced
1.296 Reproduced
1.297 Reproduced
1.301 Reproduced
1.302 Reproduced
1.303 Reproduced
1.304 Reproduced
1.311 Reproduced
1.312 Reproduced
1.313 Reproduced
1.314 Reproduced
1.321 Reproduced
1.322 Reproduced
1.323 Reproduced
1.324 Reproduced
1.335 Reproduced
1.362 Reproduced
1.363 Reproduced
1.366 Reproduced
1.377 Reproduced
1.378 Reproduced
1.413 Reproduced 1840
1.414 Reproduced.........c.ccoveviveeeninnnene 1893.01(a)
1.415 Reproduced
1.416 Reproduced
1.422 Reproduced 1820
1.431 Reproduced..........cocevvvveeeeiiiiiinee e, 1810
1.432 Reproduced................. 1817.01, 1817.01(a)
1.434 Reproduced ...1821
1.435 Reproduced 1823




INDEX

Rules, Patent (Code of Federal Regulations) — Rules, Patent (Code of Federal Regulations)

Sec. No.
1.436 Reproduced..........c.cocverveveiiieeinienenne. 1824
1.437 Reproduced..........cccvvveeeiiiiiiieneeeiineen. 1825
1.438 Reproduced..........ccvvvveeiiniiiieeeeiiiieeee. 1826
1.446 Reproduced..........cceeeeeeeiiuiienneennnns 1827.01
1.451 Reproduced..........cccceviuveeenineennnnn. 201.13(b)
1.455 Reproduced................... 402.09, 1807, 1808
1.475 Reproduced 1850

1.477 Reproduced 1850

1.480 Reproduced 1864
1.481 Reproduced..........ccuveveeeiniiiiieaeeeeiieen. 1867
1.484 Reproduced..........cccvvveeeiiiiviieneeeeiineen. 1878
1.484, former Reproduced........................ 1878.01
1.485 Reproduced...................... 1864.01, 1878.02
1.488 Reproduced...........cccvvveeeiiiiiiieneeesineen. 1875
1.489 Reproduced...........ccoeeevvieeininrennnnen. 1875.02
1.491 Reproduced..........cceeeeeeiniiieneennnnns 1893.01
1.495 Reproduced............c..ccuu.... 709, 1893.01(a)
1.496 Reproduced...........ccoevevvieernnnennnnen. 1893.03
1.497 Reproduced..........ccccceeeviuiieneannn. 1893.01(e)
1.499 Reproduced..........cccevvveveninirenne 1893.03(d)
1.501 Reproduced 2202, 2602
1.502 Reproduced..........cccuveieeiiniiiiieneeeiiieen. 2202

1.510Reproduced..2210, 2212, 2213, 2214, 2215,
2227, 2266.03

1.515 Reproduced..........cccovvveeeeecnnnnn.n. 2240, 2248
1.520 Reproduced..........cccuveveeiiniiiiieneeeiiieen. 2239
1.525 Reproduced.........ccccoeeriiveiiieeiniieenne. 2246

1.530 Reproduced.....2234, 2249, 2250, 2250.01,
2250.02, 2666.01, 2666.02

1.535 Reproduced
1.540 Reproduced
1.550 Reproduced
1.552 Reproduced
1.555 Reproduced
1.560 Reproduced
1.565Reproduced...2282, 2283, 2284,
1.570 Reproduced...........ccvvveeiiiiiiieneeeiiieen. 2288
1.701 Reproduced 2720
1.702 Reproduced..........ccuveveeeiniiiieeeeeiiieeen. 2730
1.703 Reproduced...........cccveveeeenninnnnnnn. 2730, 2731
1.704 Reproduced...........cccvvveeeeennnnnnn.. 2730, 2732
1.705Reproduced...2730, 2733, 2734, 2735, 2736
1.710 Reproduced
1.720 Reproduced
1.730 Reproduced
1.740 Reproduced
1.741 Reproduced
1.750 Reproduced

Sec. No.

1.760 Reproduced
1.765 Reproduced
1.770 Reproduced
1.780 Reproduced
1.785 Reproduced
1.790 Reproduced
1.791 Reproduced
1.801 Reproduced
1.802 Reproduced
1.803 Reproduced
1.804 Reproduced
1.805 Reproduced
1.806 Reproduced
1.807 Reproduced
1.808 Reproduced
1.809 Reproduced
1.821 Reproduced
1.822 Reproduced
1.823 Reproduced
1.824 Reproduced
1.825 Reproduced

2426

1.902 Reproduced 2202, 2602, 2625
1.903 Reproduced..........ccoovveeniireriiniennne 2666.06
1.906 Reproduced..........ocouvvveeeeiiiiiienee e, 2658
1.907 Reproduced..........ccueeveennnnee 2612, 2686.04
1.913 Reproduced...........occuvveeeeeninnnnn. 2610, 2612

1.915Reproduced..2610, 2613, 2614, 2615, 2627,
2666.06

1.919 Reproduced
1.923 Reproduced
1.925 Reproduced
1.927 Reproduced
1.931 Reproduced
1.933 Reproduced
1.935 Reproduced
1.937 Reproduced
1.939 Reproduced
1.941 Reproduced
1.945 Reproduced
1.947 Reproduced
1.948 Reproduced
1.949 Reproduced
1.951 Reproduced
1.953 Reproduced
1.955 Reproduced
1.956 Reproduced
1.957 Reproduced
1.959 Reproduced
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Sale, On — Scientific and Technical Information Center (STIC)

Sec. No.

1.981 Reproduced
1.983 Reproduced
1.985 Reproduced
1.987 Reproduced
1.989 Reproduced
1.991 Reproduced
1.993 Reproduced
1.995 Reproduced
1.997 Reproduced

3.1 Reproduced..........ccceeviuiieneeiiiiieeeenne
3.11 Reproduced.........c.cceeriviirniieanneennn

3.21 Reproduced
3.24 Reproduced
3.26 Reproduced
3.27 Reproduced
3.28 Reproduced
3.31 Reproduced
3.34 Reproduced
3.41 Reproduced
3.51 Reproduced
3.54 Reproduced
3.56 Reproduced
3.58 Reproduced
3.61 Reproduced
3.71 Reproduced
3.73 Reproduced
3.81 Reproduced

5.1 Reproduced..........cccceviuiieeeeiiiiieeeanne
5.2 Reproduced..........c.ccoveevivieninecinnennnn

5.3 Reproduced..........c.cccovcvvieeeeiiiinnennn. 120

5.4 Reproduced..........ccccoviuiierieiiiiieneenn.
5.5 Reproduced..........cccoeeevivieniiecinnnnnn.

5.11 Reproduced
5.12 Reproduced
5.13 Reproduced

5.14 Reproduced...........coevvvvveeeiiiiieneenn.
5.15 Reproduced........ccccoeivvieeeeiiiiieieennne
5.18 Reproduced..........ccceevvvienineeinnennnn
5.19 Reproduced...........coovvvvveeeiiiineneenn.
5.20 Reproduced........ccccoeiviieeeeiiiiieeeennn.
5.25 Reproduced...........cceevvvierineeinnennns

10.11 Reproduced
10.18 Reproduced
11.9 Reproduced...........ccoocvvvernnenn.
11.10 Reproduced
11.18 Reproduced
41.2 Reproduced
41.6 Reproduced
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2301.02
1213.03

Sec. No.

41.11 Reproduced..........ccocvervvveerireeeniinenn. 2307.01
41.31 Reproduced
41.33 Reproduced
41.37 Reproduced
41.39 Reproduced
41.41 Reproduced
41.43 Reproduced
41.50 Reproduced
41.52 Reproduced
41.54 Reproduced

41.61 Reproduced..........ccceeerruennen.. 2674, 2674.01
41.66 Reproduced................. 2675, 2675.01, 2678
41.67 Reproduced...........ccceeevunneeen. 2675, 2675.02
41.68 Reproduced...................... 2675.01, 3675.02
41.69 Reproduced..........ccceeiivieeiiinieiiieee e, 2677
41.71 ReproducCed..........ccoeeviuvieiiaaiiiiiieaeeees 2678
41.73 ReproducCed..........cceeevvvuvrereeeiiiiiiieeeaenns 2680
41.77 Reproduced.........ocovevivieeiiineenieee e, 2681
41.79 ReproducCed..........ccceeviivieiiaeiiiiiieaea s
41.8 Reproduced............ccceeveuveennnne.
41.81 Reproduced................
41.100 Reproduced
41.102 Reproduced............... 2284, 2303, 2686.02
41.103 Reproduced............... 2284, 2307, 2686.02
41.109 Reproduced.........ccceeiiiieeeeeniiinnnn. 2307.02
41.127 Reproduced........cccceevcvveiieeiiiiiieeeeees 2308
41.200 Reproduced.........cccccevvvveereeeiinnnnnn. 2301.02
41.201 Reproduced.........cccoeeviiieereeriiinenn. 2301.02
41.202 Reproduced.....2304.02, 2304.02(a),
2304.02(b), 2304.02(c), 2304.02(d), 2304.03, 2305
41.203 Reproduced.........ccceevvvveereeeiinnnnnn. 2301.03
41.206 Reproduced..........cccceviuviereeriinnnnn. 2304.05
102.4 Reproduced.........ocouveeveeniiiiiieee e 103
S

Sale, On (See also: On sale)

Sample letter on citation of prior art in patent........ 2205

SANCHONS. ...uiieeieeeeeeeeee e 410

Saturday, effect on time for reply.....502, 505, 513,

710.05, 2504, 2506

Scanning inter partes reexamination papers........ 2632

Scientific and Technical Information Center

(STIC) ettt s 901.06(a)



INDEX

Scientific principle not patentable — Sequence rules

Sec. No. Sec. No.
Biotechnology sequence listings....2421.03, 2427.01, Prior examiner's........ccccooveeeiiiiiiiecieniniieeeeenn 704.01
2427.02, 2429 Procedure
Foreign patents.....706.02(e), 901.05, 901.05(c). Requirements for information......... 704.11, 704.11(a)
903.03. 905.06 Restriction requirement...........cccceevveeevceeennnen. 808.02
HOUIS. ..o 1730 SCOPE .o eeeeeeeseeeee e s eeee e eee e eereeees 2112
Litigation search.............. 2240, 2287, 2640, 2686.04 Selecting pertinent references......................... 904.03
Literature collection...........ccccooviiieeieiniiiieneee 719.05 Title 306
Location and telephone number............cccocueeenee 1730 Unduly extensive and burdensome.....806.01.
Translation assistance................ 901.05(d), 901.06(a) 808.01(a). 818.02(b)
Scientific principle not patentable................... 706.03(a) Search exchange, United States-Philippines......... 1711
SCOpe of claims................ 904.01(a), 2163.05, 2164.08 Search notes box entries
Design application ..... 1503.01, 1504.04, 1504.05, Search facility hours....................
1504.06 Search tools, automated
Scope Of ClasS......eeviiiiiiiiiiieee e 903.02(b) Searched box entries. ...
Scope of reexamination Secrecy, iN geNEral.........coooeoeeeeeeeeeeeeeeeeeeereeeen,
Ex parte ............................................................. 2258 Secrecy of international applications ....................... 120
INtEr PAIES....euieeieiieieieiieee e 2658 “Secrecy Order” application 115, 120, 130
Screening new application for security review.....115, After declassification 130
206,030y o T T IR naS= After declasSifiCation. .. ... 130
4L)Seal 604.01 AlIOWANCE.....oeviieiiiiiiee e 130
........... e ComMOity CONMON LIStvrrvoorr oo 120
Not required........cccceeeviiieieeniieen. 604.01, 604.03(a) Correspondence 120
VENUE.....ooiiiiiee ettt e e saae e 604.02 o e o
enue Facsimile transmission of correspondence not
SEAICH....eiii i 900 DEIMILEEM. .. vvveoeeeeee e eeeeees e eeeeeseeesseseeons 120
After reversal by Board of Patent Appeals and Final rejection 130
INtEITEIENCES. ....c.vveeeeeeeeeeeeceeeceee e 1214.04 Interference. ... lap o o
Aids in Scientific and Technical Information Center Petition for resc S dft """""""
LT NN 901.06(a) etition for rescission or modification
ANalOGOUS ATt Ar€aS........verveevereeeeeeeereenees 904.01(c) PIOSECUON. ..o
Claim analysis.......ccccceeeiiiiiiiie e 904.01 ReVIEYV """""" e prnnmmmmmm DU
COMPULET....ceiiiie e 719.05 Security, Application affecting....... 120,21, 130, 140
Databases (See also: Electronic databases) SecreF . sale ) (See algo. On___sale)
Electronic documents................. 707.05(e), 904.02(c) Sec‘.mty interest in patent, recording (See also:
E PCT 1827 ASSIGNMENT)...eiiiiiiiiiiiiee ettt 313
F?e?;i of.. 90402904072 Security markings.......ccccocevvveiiiveenns 121, 130, 140, 724
ield of.......... e = 4.02. 904, (a) Security screening of new applications.......... 115, 140
Not to be given for patented inventions.......... 1701 Security Working Group 3640, applications
File wrapper notation............. 705.01(a). 719.05.904  qupmitted............. 121, 130, 706.03(b). 1002.02(c)(1)
Incomprehensible disclosure..............cccveee... 702.01 Self-addressed postcard (See also: Postcard,
In Technology Center, by member of public.....713.02 Self-addreSSEA)... v 503
Informal application ............................. 702.01, 704.01 Sequence ||St|ng (See also: Sequence rules)..2422.03
INPADOC ...t 901.06(a) Database (See also: Sequence rules)
INterferencCe......cccvveeeeeveieiiieeeeeeee, 2304.01(a) EFES-Web SUBMISSION. ..o, 502.05
Internet........ocvniniiiniiiniin, 707.05(e). 904.02(c) Hand deliVery............coooveeeeeeeeeeeeeeeereen. 2422.09
Mechanized.........c.cccocvvevie i 719.05 Mail Stop 242 (See also: Mail Stop).....cccceeveenee 2.09
Notes in classification definitions................. 902.02(a) Pre-Grant Publications (PG-Pub)....................... 1121
Notes in file wrapper.....705.01(a). 719.05, 903.07(a) Statements...........ooveeevereeersenenn. 2422.06, 2422.07
Online database (See also: Electronic Sequence rules (See also: Biotechnology)......... 2400
datgbgses) ................................ 901.06(a), 902.03(e) Amendments to sequence listing and computer
OULIINING. ... 904.02(a readable fOrM..........coooveeeeeeeeeeeeeeeeeee e 2426
Patentability report..................... 705.01(a). 705.01(b) Amino acid definition...............ccccocevrveerrennn 2422.01
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Sequences, restriction — Signature

Sec. No.

Applications affected, new applications......... 2421.01

AULNOTIN. .o 2430
Background information.............ccccceeeenenes 2401, 2420
Bona fide reply......ccccovveeeiiiiiiieeeeee 2421.03
Changes to rules.........cccooiiiiiiiiiiiiieec e 2421.04
Coding regions, depiction of............cccceeeeneee 2423.02
Compliance requirement..................... 2422.07, 2429

Computer readable format requirement.....502.05,
2422.04, 2425

Database.....2421.01, 2421.02, 2421.04, 2422.01,
2422.03, 2422.04, 2423.02, 2424.02, 2424.02, 2425,
2429, 2430

Definitions for nucleotides/amino acids......... 2422.01
Effective date.........ccoevvviviiiiiiiiiiiiiieeeeeee, 2401, 2420
Exclusive conformance requirement 2422.02
Extensions of time..........ccccc....... 2421.03
Format and symbols 2423, 2423.01

Form paragraphs..........cccocovevniiiniieeiniee s 2427.01
Hand-delivery of sequence listings and computer
readable forms..........cccooveeiieniiiiine e 2422.09
Helpful hints for compliance..........c..cccccoociiiiie 2429
Informational requirements for sequence
lIStiNGS...cvveeeeeee e 2424, 2424.01, 2424.02
Mandatory information items............... 2424, 2424.02
Miscellaneous requirements, information...... 2424.03
New applications..........cccoecvveriieeeiiiee e 2421.01
Notice to comply.....cc.ccoeevvvveeernnnen. 2421.03, 2427.02
Nucleotide definition............cccoeoieiiiiiiiinnn. 2422.01
Numbering of SequUeNCes..........ccccoevveeriieeenns 2423.02
Numeric identifiers........cccocceevvvieenneen. 2424, 2424.02
Official copy of sequence listing.................... 2422.04
PatentIn information..........ccccooooevviiviivnnnnn. 1730, 2430
Presumptions regarding compliance............. 2422.08
Previously filed identical computer readable form,
reference to.......cccovveiieiiiii e 2422.05
Replacement of sequence listing and computer
readable form...........cccoveeeeeeiiiiiiee e, 2426

Sample sequence listing........c.ccoevvveeeeeiiiiineneenn. 2431
Sample statements.........occcveeeiiiiiiiieeeeniiieeeee 2428
Sanctions for failure to comply.......

2422.03

Sequence identifier requirement

Sequence listing requirement............c..ceccueee 2422.03
Patent Cooperation Treaty (PCT)....1823.02, 1848,
2430

Sequence presentation..........ccccccceevieeeiiieenn. 2423.03

Sequences embedded in application text......2422.03

Sequences iN drawings........cccoevvveerireeesnineenns 2422.02

Statement regarding content of paper and computer

readable copies.........ccccceeeuee 502.05, 2422.06, 2428
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Sec. No.

Statement regarding new matter......... 2422.07, 2428

Summary of requirements..........cccccoceeernineen. 2421.02
Variants of a presented sequence................. 2422.03
Voluntary compliance...........ccccooevevieeninnenn. 2421.01
WIPO Standard ST. 25, Appendix 2 Tables
Reproduced..........cccooviviiiiiiiiiiii e 2422
Cited..eveiieeecee e 2422.01, 2423, 2423.01
Sequences, restriction..........ccoccceeeerinne 803.04, 2434
SErES COUBS... .o iiiiiiieiiee et 503
Series of dependent claims...........ccccceeuvenee. 608.01(n)
Series, Patent (See also: Patent)
Service, proof of, in a petition for access................. 103
Service of citation in patent............cccceveeeiiieeenne 1901
Service of court papers on Director....................... 1216
Service of patent owner statement on requestor in ex
parte reexamination...........ccccoccvvereeninns 2242, 2266.03
Service of papers in inter partes
reexXamination..........c.cveuverieneenineenee e 2666.06
Certificate Of......ccoevveiiviiiiiiiiieeeiieeeeeee 2620, 2666.06
Proof of service.........c....c.... 2666.06, 2666.50, 2667

To patent OWner........cc.ccceeeennnn. 2620, 2654, 2666.05
To third party requestor.............. 2654, 2666, 2666.05
Shift of leCtion.............cvveeeiiiiiiiiiee e, 819
Shoes (See also: Search)
Shortened statutory period (See also: Period for

replyStatutory period)..........cccuuuueeee 710.02, 710.02(b)
Appeal.......ccoooeeeiiiiii 1205, 1214.06, 1215.04
Date of abandonment.............c.cccoeeeeiinnneen. 711.04(a)
Drawings......ueeeeeiiiiiieee e 608.02(b)
Extension of time.................... 710.02(e), 1002.02(c)

Final rejection.....706.07, 706.07(h), 706.07(f),
706.07(g), 714.13

Informal application............ccccooiiiieniiiniiiieneen. 702.01
Information disclosure statement................ 609.04(b)
Oath..ccciici 602.03
QUAYIE. ... 714.14

Reexamination, ex parte.....2250.01, 2263, 2265,
2273, 2285, 2286

Statutory Invention Registration (SIR)......1103, 1107

Time limits compared...........ccccceeeeiiiinenennn. 710.02(d)
Signatory Authority, Full............cccooieeiiiiie 1004
Signatory Authority, Partial.................cccoveeeeiiinen. 1005
Signature

Alteration in specification signed..................... 608.01

AMENAMENL.....iiiiiiiiiiieie e 714.01

Signature improper.....714.01(a), 714.01(c),
714.01(d)
Signature misSiNg........ccveevvveerieeennneennns 714.01(a)




INDEX

Signing, continued prosecution application — Species

Sec. No.

Signed by applicant, not by attorney of

[(Tol0] o SR 714.01(d)
Signed by attorney not of record...................... 405
Applicant................... 605.04(a), 605.04(d), 605.04(e)
Applicant changes name.....201.03, 605.04(c),
719.02(b)
Applicant, international application..................... 1820
Applicant unable to write............cccceeeiverennee 605.04(d)
Application papers........cccccvieieereeriiiieeeenne 605.04(a)
Attorney or agent not of record............ccccceeeeeinnnns 405
Certification, effect Of......cccoooeviiiiiiiiiiiiiee. 401, 410
Continued prosecution application 201.06(d)
Correction of NAaMe........ccccevviieiiiee e 605.04(c)
Express abandonment.............ccccocveenee. 711,711.01
Facsimile.......coovviveiiiiiieeee e 502.01, 502.02
Full, first or middle name..........ccccoocoeevrnennee 605.04(b)
Required on every paper........ccccoeeeeiveeeenveesnnnen 402
Title With. ..o 605.04(e)
Uniformity with name..........ccccccoviieeiniineennes 605.04(b)
Signing, continued prosecution application.....201.06(d)
Signing examiner’s letter.......... 706.07, 707.08, 707.09
Signing file Wrapper.......c.ccccovvieeniieniee e 1302.13
Simulated tests in the specification................ 608.01(p)
Simultaneous issue of patents.............ccccceeen. 1306.02
Single means claim.............cccccceee. 2164.08(a), 2181
Size of paper (See also: A4 size paperPaper size)
Sketch of subject matter of claims................. 904.01(a)
Small BUSINESS ACL........coceviiiiieiiiiie e
Small Business Administration...............ccccceeveen.
Small entity status (See
Change of StatusS..........cceevivieriiiiiiieeecee s
Claiming status.........cccceevvviviieee i,
Correcting Status.........ccoovceeeeeeriiiiiieee e
DefinitioN.......ccveieie e

Government organizations...........cc..ceeeviveeens
Improper payment................... .
Independent iNVeNtor............ccoccvveeeenniiiienenne
Maintenance fees..........ccccceeene 509.03, 2515, 2550
Nonprofit organization........................ 509.02, 509.03
Refund.......cccoeiiieeiiee e 509.03, 607.02
Small business concern ..509.02
Statement verified.........ccccoiiiii e 509.03
Transfer of invention rights............cccccceeiininee 509.02
Solicitor's Office (See also: Office of Solicitor)
Sources of information to disclose.................... 2001.06
Special application...........ccccceviiiieiiennins 708 to 708.03

1-99

Sec. No.

Accelerated examination............ccccoocvveeeennnnnns 708.02
Allowable application, except for form.....707.07()).
710.02(b), 714.14, 1301
Appealed application..........c.ccccooveeeiiieeinineee 1204
Applicant’s age, health.................. 708.02, 1002.02(s)
Biotechnology case, small entity...................... 708.02
CaNCEN....viiiiiiiiiieeie e 708.02, 1002.02(s)
Counter-terrorism inventions........ 708.02, 1002.02(s)
DINA s 708.02
ENEIGY.oveeeeeeeeeieeeeeeeeeeeeeee e e es e 708.02
Environmental Quality Program................. 1002.02(s)
Five year pendency.........ccccccoiiiieiieniiciinnen. 707.02
HIV/AIDS......coooiiiieiieeiie e 708.02, 1002.02(s)
Infringement........ccocceeviieeinienens 708.02, 1002.02(s)
LISt e
Manufacture........ccccevvveeinniinnnen.
Patent printing Priority........ccccvvveevieeinieennieeens 1309
Petition to make............cccceeiineeee.
Reexamination

EX PArte...cceiiiiciiiiiicece e 2261

INter partes.........oooieeeiiiccceeeee e
Reissue application............c.ccceevneen.
Remanded by Board............c.ccoeeiievieiiiiinnnn.
Revived applications............ccccceeeeiiiiienenn.
SUPErCONAUCHIVILY.......vveeerriieriece e

Special examining procedure

Special Program Examiner (SPRE)....103, 706.02(1)(1),
1415.01, 1442.02, 1442.03, 1443, 1448, 1449.01, 1455,

1456, 1825, 1845.01, 1851, 1896, 2633, 2641

Petitions decided..............ooovvvviiieiiieeennnnns 1002.02(s)
Species.....806.01, 806.04, 806.04(b), 806.04(d),

806.04(e), 806.04(f), 806.04(h), 806.04(i), 808.01(a),
809.02(a)

Anticipation by a generic chemical formula....2131.02

Anticipation of a genus by the species.......... 2131.02
Cancellation of species claims........... 821.01, 821.02
Claims restricted t0..........cccveeveeiiiiieieeennins 806.04(e)
Election of (See also: Election of species)
How recognized...........ccovveeeeiiiiiieec e, 806.04(f
Independent inventions.................. 802.01, 808.01(a)
Mutually exclusive characteristics................ 806.04(f
ODbVioUSNESS Of.....cocviiiiiiieiiec e 2144.08
Patentably distinct.............. ...806.04(h)
Patentability over genus............ccocoeeiiieeenne 806.04(h)
Plural.......cccccoviiiiiienns 706.03(k), 806.04, 808.01(a)
REISSUL.....oiiiiiiiiiii e 1450
RejJeCtion......cocviiiieiiiiieicee 806.04(h), 2131.02
Related.......c.covviiiiiiiiiee e 806.04(b)
Withdrawal of species claim............... 821.01, 821.02
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Specification — Statute, citation

Sec. No.
Specification (See also: Disclosure)........ 608.01, 2161
Amendment, manner of making............ccccceeeeuenee 714
Arrangement........ceeveeiiieeeeeeeee e 608.01(a)
Background of the invention........................ 608.01(c)
Best mode (See also: Best mode)......ccccevveenee 2165
Brief description of drawings.............ccccee.... 608.01(f
Brief summary of invention.............cccceeenee 608.01(d)
British English spellings in.........ccccccevveeeennnen. 608.01
British provisional and complete...................... 201.15
Changes prior to filing..........c......... 601.01(a), 608.01
Completeness............ 608.01(p), 2161, 2163 to 2165
Computer liStS.......ocveeiieiiiiieee e 608.05
Confused by amendments........... 608.01(q), 1302.02
Content Of.......cocviiiiiiie e 608.01(a)
Continued prosecution application.............. 201.06(d)
COopYHGhLS N 1512
Correction by examiner’s amendment.....1302.04 to
1302.04(qg)
Correction by initialing...........cccceeeiiieeeeeninnes 1302.04
Cross-noting of related applications.............. 1302.04
Defines claim term.........c.ccoevviiiicnniiieennnn. 2111.01
Derogatory remarks prohibited.................... 608.01(r)
Description.........ccccevvveennne 608.01(g), 2163, 2163.02
Design application..........cccccceeevviiiieeeeeiininenen. 1503.01
Detailed description of invention................. 608.01(q)
Enablement (See also: Enablement)................. 2164
English language...........ccoovvveieiiiiieneeeinnns
Facsimile transmission
FONT. .. .
FOrmMat......covviiieiiic e 608.01
HUSErationS IN....cooeeiiiiee e 608.01
Incorporation by reference..........cccccceevvueneee.. 2163.07
Interlineation prior to filing..........cccccceeviivnee.n. 608.01
Language faulty.........cccooeeiieiiiniiiiiiieiiiieee. 608.01
MISSING PAGES.....cevervrieiriiiieiirie e 601.01(d)
New matter...........cccouenen. 608.04, 706.03(0), 2163.06
Omitted pages.......cccceveevriiveeeeennnns 201.17, 601.01(d)
Paragraph numbering...........c.cocevevvennne. 608.01, 714
PartS. ..o 608.01(a)
Provisional application.............ccccceeeeenuineeen. 601.01(b)
Reference characters corrected.................... 1302.04
Reissue application...........cccccoecvieviiiiiiiieecenins 1411
Requirements for.........occeieiiiiiii e 2161
REIUM ..o 608.01
Rewritten 608.01(q), 1302.02
SIGNALUE....eeiiiiiiiiie e 605.04(a)
Substitute, amendment including........ 714.19, 714.20
Substitute specification.....608.01(q), 714.19, 714.20
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Sec. No.
Pre-Grant Publication........................ 502.05, 1120
Summary of invention...........cccceeevieeninenn. 608.01(d)
Table submission on compact disc.............. 608.05(b)
Terminology basis for claims........ 608.01(0). 2163.07
Title of INVENtION......ccooooiiiiiiieee e 606
Title of invention changed............cccccooeeennnnn. 606.01
Trademarks iN........ccooiiiiiiii e 1512
Transfer to another application.................... 608.01(t
Written description (See also: Written
AESCIIPLION).ceiiiiiieeiieee e 2163
Specimen, Composition of matter..................... 608.03
Specimen, Handling.........cccccoveveviiieniinenn 608.03(a)
Specimen, Plant application...........cccccoeveeviveeenne 1607
Stamp
Technology Center date...........cccocvveinveeerinnenn, 714.18
Office date.............. 502, 505, 506, 710.01(a), 714.18
Statement applying the prior art in an ex parte
reeXaminatioN.........c..ueereeiiiiiei e 2217
Statement applying the prior art in an inter partes
FEEXAMINALION........ceiiiiiiiiiieee e e e e e 2617

Statement, Examiner's (See also: Action)
Statement by inventors when changing

INVENTOISHIP. ... 201.03
Statement by owner in ex parte reexamination.....2249
Statement of allowability by Board.................... 1213.01
Statement of invention, coextensive with
ClaiMS. .. 608.01(d)
Statement of invention, reviewed on
AllOWANCE......viiiieieiieieieeeeeee 1302.01
Statement, Prior art (See also: Prior art).....201.06(d),
609
Status inquiries.........
Congressional
Maintenance fees........ccccvvviiiiiiniiii e 2570
White HOUSE......covvvviieieieeeeiecceciii, 203.08(a)
Status letter. .o 203.08
Status letter database...........ccccceeviiiiiieiiienns 203.08
Status of application 102
Abandoned..........cccccceeeieii s
Allowed or in issue
AmeNnded........coovvviiiiiiii
INCOMPIELE. ...
NEW...coiiii
Parent patent application.............cccccee... 102, 201.11
Priority claims.........ccccocoveinneen.
Published application
Referred to in foreign patent...........ccccovvivieieeennnns 102
REJECLEA. ..o e 203.02
Statute, CItatioN.........occvviieeeiiee e



INDEX

Statute of limitations — Statutes

Sec. No.
Statute of limitations
Citation of prior art.........cccceveeeiiniiiieeeenniiieeeeee 2204
Term of biological material deposit..................... 2408
Time for requesting ex parte reexamination.....2210,
2211

Time for requesting inter partes reexamination..2611
Statutes

Atomic Energy Act Cited.....120, 140, 150, 706.03,
706.03(a) to 706.03(b)

Freedom of Information Act................... 1002.02(k)(2)
Public Law 87-333 Cited.........ccvvvvevvveeeeeeeennnnn. 201.13
Public Law 94-131......cccccvvvvieiiieieiiiiiiiiicnn, 608.01(n)
Public Law 96-517............. 509.02, 2201, 2209, 2501
Public Law 97-247.....509.02, 509.03, 511, 711.03(c),
2501

Public Law 98-622........ 605.07, 706.02(k), 804, 2501
Public Law 100-418, Section 9101(c), (d)............. 140
Public Law 102-204.........ccevvieieieiiieeeeeeeeeeeieeeen, 2501
Public Law 102-444.........cccoooeeiiiiiiiiiiiiiiiiieeeeeees 2501
Public Law 103-465.....201.03, 201.11, 601.01(d),

706.07(g), 707.05, 715, 715.07(c), 803.03, 804.02,
2132, 2138.02

Public Law 105-358........cccceeeiieeeeieeieieviiiiee e 2501

Public Law 106-113.....201.04(b), 201.11, 201.14(b),
505, 510, 512, 706.02(a), 706.02(k), 706.02(1)(1), 715,

1402, 2201, 2273, 2279, 2501, 2601, 2602, 2611, 2642

Public Law 107-273 Cited.....706.02(a), 706.02(k),
706.07(a), 2201, 2242, 2258.01, 2273, 2279, 2601,
2612, 2683

Public Law 108-453 Cited.....706.02(k), 706.02(1)(1),
706.02(1)(3). 804, 804.03, 2136.01, 2146

5 U.S.C. 552()....cvverreeereeresreeseeeneeennes
5 U.S.C. 6103 Cited
7 U.S.C. 2320 1612
10 U.S.C. 140(C) CIteU.......veeeveereeeerereeeeereererenenes 120
15 U.S.C. 15(B) CHEA...veeveereeeeeeeeereee e 101
15 U.S.C. 1062 Citel........vveeereeeereereeerresrrenes 513
17 U.S.C. 401 Cited
17 U.S.C. 909 Cited

18 u.s.C. 1001
Cited....... 402, 711.03(c), 715.04, 716.02(qg), 2428
Reproduced...........cocveiiiiiiiiiiciie e 602

18 U.S.C. 1905 Cited........cevurrriirrieiienrienienneene 101

18 U.S.C. 2071 Reproduced..........ccccoevuvreeeeennnnne 101

18 U.S.C. 2331t 708.02

20 U.S.C. 1000 Cited ..509.02

26 U.S.C. 501 Cited.......ccoeerrrinieenreeniiesieeniene 509.02

1-101

Sec. No.

28 U.S.C.

Reproduced..........occveiiiiiiiiieiee e
35 U.S.C. 2 Reproduced.........ccccoovvvieeeeriniinnnnnn. 1001
35 U.S.C. 3 Reproduced.........c..ccoecvvvveeeirivrnnennn. 1001
35 U.S.C. 4 Reproduced...........cceeervereniueeennineanne
35 U.S.C. 6 Reproduced.........c.ccoooiieeeeeiiiiinnnnnn.
35 U.S.C. 7 Reproduced...........ccccovvvernnen.
35 U.S.C. 8 Reproduced..........ccccceeviueeeiiinnens
35 U.S.C. 21 Reproduced
35 U.S.C. 22 Reproduced
35 U.S.C. 25 Reproduced
35 U.S.C. 26 Reproduced
35 U.S.C. 41 Reproduced
35 U.S.C. 42 Reproduced
35 U.S.C. 100 Reproduced.........ccocouvveeeeeiiireenennn. 701

35 U.S.C. 101 Reproduced............ 701, 804, 2107.01
35 U.S.C. 102 Reproduced.....706.02, 706.02(a),

1504.02, 1857.01, 2131, 2132, 2133, 2133.03(c), 2134,

2135, 2136, 2137, 2138, 2217, 2258, 2301.01, 2617

35 U.S.C. 102(e), former Reproduced................ 2136
35 U.S.C. 103 Reproduced.....706.02, 706.02(]),
706.02(I)(1), 706.02(n), 804.03, 1504.03, 2141, 2146
35 U.S.C. 104 Reproduced........... 715.07(c), 2301.01
35 U.S.C. 111 Reproduced.......... 201, 201.04(b), 601
35 U.S.C. 112 Reproduced..........cccocuvverenenn. 1504.04
35 U.S.C. 113 Reproduced...........cccvveveeernnnenn. 608.02
35 U.S.C. 114 Reproduced..........cccuveeeeeraunnnnn. 608.03
35 U.S.C. 115 Reproduced...........cccuvveveeeiiirennnnnn. 602
35 U.S.C. 116 Reproduced................. 409.03, 605.07
35 U.S.C. 117 Reproduced...........ccceeeeennee 409.01(a)
35 U.S.C. 118 Reproduced.........cccccoveeeivneennne 409.03
35 U.S.C. 119 Reproduced................. 201.11, 201.13
35 U.S.C. 120 Reproduced 201.11, 1504.20
35 U.S.C. 121 Reproduced..........cccevveeeerrnnnes 802, 804
35 U.S.C. 122 Reproduced.....101, 1120, 1122, 1123,
1124,1132,1134

35 U.S.C. 131 Reproduced.........cocuvveeeeeinirennannn. 701
35 U.S.C. 132 Reproduced.....706.03(0), 706.07(h),
2304.04(b)

35 U.S.C. 133 Reproduced 710, 2268, 2668
35 U.S.C. 134 Reproduced..........cccuvvveeeiinvnneennn. 1204
35 U.S.C. 135 Reproduced 2301.01
35 U.S.C. 141 Reproduced............cvueee.... 1216, 2683
35 U.S.C. 142 Reproduced..........coccuvveeeeennns 1216.01
35 U.S.C. 143 Reproduced..........ccccocvveernnenn. 1216.01
35 U.S.C. 144 Reproduced............cccvveveeernnns 1216.01
35 U.S.C. 145 Reproduced..........cccuveveeerinnnnnennn. 1216
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Statutory authority of Director — Statutory period

Sec. No.

146 Reproduced..........ccceeeeeeiiivieneenn. 1216
152 Reproduced
153 Reproduced.........cccoovveenveiennnnn.
154 Reproduced.........cccoovveervenennennn.
154, former, Reproduced

35 U.S.C. 156 Reproduced.....2751, 2752, 2755.01,
2758, 2759

35 U.S.C. 157 Reproduced.........cccoeevveeenneeennnen. 1101
35 U.S.C. 161 Reproduced..........ccceeveeriueeeneannn. 1601
35 U.S.C. 162 Reproduced.....804, 1605, 2105,
2403.02

35 U.S.C. 163 Reproduced.........ccceevvveeeneerennnen. 1601
35 U.S.C. 164 Reproduced..........cccceeveeriuvneneannn. 1608
35 U.S.C. 171 Reproduced.................. 1501, 1504.01
35 U.S.C. 172 Reproduced............. 1504.02, 1504.10
35 U.S.C. 173 Reproduced..........cccceeeeeriuvneneannn. 1505
35 U.S.C. 181 Reproduced............coecvvvveeeeeinennnnn. 115
35 U.S.C. 182 Reproduced............ccceeenunen. 706.03(s)
35 U.S.C. 184 Reproduced.................. 140, 706.03(s)
35 U.S.C. 185 Reproduced.................. 140, 706.03(s)
35 U.S.C. 186 Reproduced

35 U.S.C. 187 Reproduced

35 U.S.C. 188 Reproduced

35 U.S.C. 251 Reproduced

35 U.S.C. 252 Reproduced

35 U.S.C. 253 Reproduced

35 U.S.C. 254 Reproduced

35 U.S.C. 255 Reproduced

35 U.S.C. 256 Reproduced

35 U.S.C. 261 Reproduced

35 U.S.C. 262 Reproduced

35 U.S.C. 267 Reproduced

35 U.S.C. 293 Reproduced

35 U.S.C. 294 Reproduced 311
35 U.S.C. 301 Reproduced...........cccccc...... 2202, 2602
35 U.S.C. 302 Reproduced...........ccccvvveveeeeunnnnn. 2210
35 U.S.C. 303 Reproduced..........ccceeeeerruvieeeannn. 2240
35 U.S.C. 304 Reproduced..........cccceeveeriuvneneannn. 2246
35 U.S.C. 305 Reproduced 2254, 2261
35 U.S.C. 306 Reproduced 1216, 2273
35 U.S.C. 307 Reproduced 2288, 2293
35 U.S.C. 311 Reproduced...........ccccvvvereeeeiunnnen.. 2610
35 U.S.C. 312 Reproduced..........ccceeveerruvreneannn. 2640
35 U.S.C. 313 Reproduced..........ccccuvveriveeerinnnns 2646
35 U.S.C. 314 Reproduced........ 2654, 2661, 2686.04
35 U.S.C. 315 Reproduced..........ccceeeeerruineneannn. 2674
35 U.S.C. 316 Reproduced....................... 2688, 2693
35 U.S.C. 317 Reproduced............coeeuvveerenne 2686.04
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35 U.S.C. 318 Reproduced............ccuvveeeeennnns 2686.04
35 U.S.C. 361 Reproduced ....1805
35 U.S.C. 362 Reproduced...........cccvvveeiiivnnnnnnn. 1840
35 U.S.C. 363 Reproduced..........ccceevveerieeennnnen. 1810
35 U.S.C. 365 Reproduced...........cccceeeeenneee 201.13(b)
35 U.S.C. 371 Reproduced..........ccccocuveernnenn. 1893.01

35 U.S.C. 373 Reproduced..........cccoovveevieeeennneen. 1810

35 U.S.C. 374 Reproduced..................

42 U.S.C. 141 Cited....cvvveveeeiciiieee e 120

42 U.S.C. 181 Cited..................

42 U.S.C. 2182 Reproduced

42 U.S.C. 2457 Reproduced 150
Statutory authority of Director...........cccccceeviveeennne 1001
Statutory bar.............. 706.02(a), 2133 to 2133.03(e)(7)

Foreign application...................

OVEICOMING. . evieeiieeeiieeeeireeestee e e e

Rule 1.130 not available

Rule 1.131 not available 715
Statutory classes of invention, utility.............. 706.03(a)
Statutory disclaimer (See also: DisclaimerTerminal
disclaimer)
Statutory estoppel in inter partes reexamination..2601,
2612, 2614

Statutory Invention Registration (SIR)....409.03(j), 1100

Defensive publication compared...................... 711.06
EffeCt Of oo
Examination

Provisional application..............cccocciiiiiiinnnennnns 1101
Publication Of..........ooovvviiiiiiiiiiiieeecee e 1111
Refund of fee......ccovviiiiiiii, 1109
Rejections using 2136

Request for........ccoocvviriieeiineen, ....1101
Secrecy order application 1103
Statutory period (See also: Period for reply: Shortened

statutory period)......coccceeeeieeniineenn. 710.01, 710.01(a)
Abandonment for failure to reply.....711.02, 711.02(a)
APPEAL .....viiiie e 1205
Broadening claims in a reissue application.....1412.03
COMPULE......cooiiiiiiiiieeiie e

Date from which period runs
Date of abandonment............ccccoiiiiinneen.

Full statutory period...........ccccovveeneeenieeeiiieeee 130
Not extendible...........cccceoviiiiniiiiiiiieieee

Postal service emergency........coccuveeeeeiiiiieeeeennas
Property rights statement............ccccceeviveeiiineenee.
Reexamination, ex parte..........ccocveeeennns
Reexamination, inter partes
Secrecy order application............ccecvverieeeinieenns




INDEX

Stay of reexamination — Suspension

Sec. No.

Shortened statutory period (See also: Shortened

statutory period)
Two periods for reply set................ 710.04, 710.04(a)
Stay of reexamination
EX parte.......cooeciiiiiiiiiiiieeee e 2284, 2285
Inter partes.......ccccceveveeeieeeeeinnnnnnn, 2686.03, 2686.04
Stay Of reiSSUE.......uvvveeeiiiiiee e 1442.02, 2285
Stockholm Revision, Paris Convention (See also:
TrEALIES ) eeiueeierreeeirireeeriee et e et 201.13

Strasbourg Agreement (See also: Treaties)....... 903.09
STIC (See also: Scientific and Technical Information

Center (STIC))
Subclass, list of patent numbers.................... 902.03(c)
Subcombination
Aggregation and..........ccocceeeriiieiiieennieeee 806.05(a)
Combination and..........ccccovvvevieniienicneennne 802.01
SPECIES. ..t 806.04(b)
Subgeneric Markush claims............c.cc.c...... 2173.05(h)
Subject matter, design patent................. 1502, 1504.01
Subject matter, nonstatutory..............cccceen. 706.03(a)
Subject matter combinations..............ccceeenn. 903.02(b)
Submission of amendment or showing of facts after
Board decCiSion.........cccccveveiriiiiiiiiicceee 1214.01
Submission of patents or publications, third
PAITY. .o 1134.01
Submission to classification unit
Classification of application........ 903.08(d), 903.08(e)
Patentability report...........ccccooiiiieniiiiiiinenn. 705.01(a)
Submission of prior art by applicant............... 707.05(b)

Submission of information by applicant.....704.12(b),
704.14(b), 707.05(b)

Subpoena by court, Application file.................. 1216.02
Subpoena of examiner...........ccccovcveriieeiineenn. 1701.01
Subscription correspondence address...........ccccvveeeenns
Substantial new question of patentability

In ex parte reexamination......... 2216, 2242, 2258.01
In inter partes reexamination.....2614, 2616, 2617,
2640, 2642
Substitute application (See also: Application)...201.09,
201.10

ASSIGNMENT. ...t 306
Copendency lacking.........cccceeeeiiiiveeeeesiinnnennn. 201.11
DefinitioN.......ccueieiei e 201.09
Does not carry ownership from parent................. 306
File wrapper/history notation...............cccceeee.. 202.02
Reference to parent application.......... 201.09, 201.11
Substitute attorney or agent..........cccevevverieeenineenns 406

Substitute 0ath........c.cccvvviiiiiiii e
Substitute page

1-103

Sec. No.

Substitute specification.....608.01, 608.01(q), 714.19,
714.20

Amendment incorporating.......... 714,714.19, 714.20

New matter........cccoovviiiiiiiiieeeee e 608.01(q)
Sufficiency of disclosure affidavit...............c.cccoeee. 716
‘Sufficient cause’ for extension of time in ex parte
FEEXaMINALION. .....ccverrieririeee it 2265
‘Sufficient cause’ for extension of time in inter partes
reeXamination............eeieoi i 2665

Suggested claims, Failure to make ...706.03(u)

Suggestion of allowable claims by examiner...707.07(j),
713.01

Suggestion of claims for interference.....2304.03 to
2304.04(b)

Suggestion of claims for interference, time

M. 710.02(c)
Summary of action PTOL-326..........cccccveerieeeinnenn. 707
Summary of interview.............cc.occeeeee.. 713.01, 713.04
Summary of iNnvention............ccceevieevinnenne, 608.01(d)

Sunday or holiday, effect on time for reply.....502, 505,
513, 710.05

Sunday or holiday, effect on reference........... 706.02(a)
Supervisory applications examiner..................... 714.13

Supervisory patent examiner.....705.01, 707, 707.02,
708.03, 713.01, 713.08, 714.05, 714.13, 714.16,
714.16(d), 714.18, 812.01, 903.08(b), 1207, 1207.01,
1207.02, 1207.03, 1211.01, 1214.07, 2233, 2236, 2237,

2238, 2248, 2271.01, 2287, 2633, 2636, 2637, 2638,
2641, 2648, 2671, 2671.03, 2676

Petitions decided by..........ccccooiiiiiiininnn. 1002.02(d)
Supervisory review, Rule 1.817...........cc.cc...... 711.03(d)
Supplemental action.............c.ccccevveeen. 710.06, 714.05
Supplemental Amendment...........ccccooocvieeennn. 714.03(a)
Supplemental Application Data Sheet (ADS).....601.05
Supplemental examiner’s answer........... 1207.05, 1211
Supplemental oath or declaration...................c....... 603

After allowance

Reissue.......cccocvvviiiiiieiee,

Surcharge for late payment of fees in international
application...........cooiiiiiic 1827

Surface ornamentation.....1502, 1502.01, 1503.02,
1504.01, 1504.01(a), 1504.01(c), 1504.03

Surrender of patent (not required)...........c.ccceeueeee. 1416

Suspension
Applicant’s request for..........coceviieeeriiieniiee e, 709
Decided by........ccocceviiiiiniinnns 709, 1002.02(c), 1004
Deferral of examination............cccccoiieiiiiiineenns 709
Ex parte prosecution during interference......2307.03
Not permitted if outstanding Office action............. 709
Of action, because of litigation................cccece.... 1213
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Swearing back of reference — Tests, comparative

Sec. No.

Of action, by OffiCe........ccoviiiiiiiiiiiiiiiieieeeee 709
Overlapping application
Reexamination

Secrecy order application
Supplemental Reply

Swearing back of reference (See also: Affidavit,
swearing _back of reference (37 CFR 1.131))

Symbols, Drawing.........ccoceeeinieeiniireenieee e 608.02
T

Tables submitted on compact disc................. 608.05(b)

Technical documents 901.06(a)

Technical rejections.........cocccvevvveeeniiicniiee e 706.03

Technical support staff duties (See also: Manual of

Clerical Procedure)

Technology Center Director (See also: Director of
Technology Center)
Technology Center Working Group 3640 (security
OIOUP)-ceeeeiieeeeiree e 121, 130, 1002.02(c)(1)

ALOIMEY....oeiiiiiiiiiee e

Examiner........cccccoevvveeeeiiinnnenn.

General information
Telephoning of attorney to examiner.......... 408, 713.01
Term, Patent.........ccoceeeeiiiiiiiieciiiiiee e 707.05, 2701

Adjustmentof....2701, 2710, 2730, 2731, 2732, 2733,
2734, 2735, 2736

Determination of..............cceveeeeeiieiiiiiiien, 2733
Due care showing...........ccceevieiiiiiiieee e, 2734
Grounds fOr.......coooiiiiiiiiiiiiiiee e 2730
Period Of.......ueeeiiiiiiiiiieee e 2731
Reductions to... 2732
Request for reconsideration............ccccccuvueeen. 2735
Third party Papers.......ccccccevveeeiiieeniieeenieens 2736
Continued prosecution application
Deposit of biological material
Design.......ccccevuveee.
Divisional

A-104

Sec. No.
Extension under 35 U.S.C. 156
FDA regulatory review and................ 2750 to 2758
Deadline............ccccceeeeennn. 2754.01 to 2754.03
Duty of disclosure and............c.ccocceeennen. 2762
Interim extension.................. 2755.01, 2755.02
Specific Products
Animal drugs................. 2750, 2751, 2758
Antibiotic drugs...........cccceeeen. 2751, 2758
Color additives ........ 2750, 2751, 2754.01,
2758
Food additives.....2750, 2751, 2754.01,
2758
Medical devices....2750, 2751, 2753, 2758
Veterinary Biological Products.....2750,
2751, 2756, 2758
Third party papers.....c.cccccoveeeeviieniniieeens 2736
Withdrawal..........ccoeeevviviiiiiiiieeeeee 2761, 2764
USPTO delays and...........ccccvveeeeiiiiiereeeeiineee, 2710
FOr@IgN.....vei e 901.05
Transitional practice...........ccoccuueeee.. 706.07(g), 803.03
UEITIEY v 2701
Terminal disclaimer (See also: Disclaimer).......... 1490
Avoiding double patenting rejection.....706.02(k),
706.02(1)(3), 804.02, 806.04(i), 1490
Certificate of correction and...................... 2701, 2720
Continued Prosecution Application (CPA).......... 1490
Continuing applications...........cccccoecieeeeeiiiiieeeen. 1490
Copending applications procedure............. ...1490
Informal MemMO........cocviiiiiiiiiie e 1490
Request for Continued Examination (RCE)........ 1490
REISSUE.....coiiiiiiiiii e 1410.01, 1451, 1490
Required for revival.............ccccoveveeeiiiinenennn.
ROULING. ...t 1490
SIGNALUIE N

Situations where not applicable
Withdrawal Of.........oevvveviiiiiiiieiiiies

Terminology in application.....608.01(g), 608.01(0),

706.03(d), 1302.01

Termination of proceedings............... 201.11, 711.02(c)
Ex parte reexamination.............ccccceeiiiiiinenenns 2294
Inter partes reexamination............cccccveevrveeennne 2694

TESS (Trademark Electronic Search System)....... 1703

TeSt COMMENES.....coiiiiiiiiieeee e 707.07(l

Testamentary, Letters (See also: Administrator or

EXECULON).iiiiiiiieeee e 409.01(b)
Testimony, eXaminer.........ccccvvveeeeiiiviereeesiinnes 1701.01
Testimony, public use proceeding............cc..cc..... 720.04
Tests, comparative (See also: Affidavits, traversing

rejections (37 CFR 1.132))




INDEX

Third action cases — Transfer of U.S. patent

Sec. No.

Third action CASES.......ccceeeeeriiiiiiiiieiiieee e eeeeeeiens 707.02

Third party reply in inter partes reexamination (See also:
Reexamination, Inter partes: Response by third
party)

Third party requestor (See also: Reexamination, Inter

partes: Response by third party)
Third party submissions/inquiries/correspondence in

published applications..............cccvveeeennns 1134, 1134.01
Time and Activity Report.........ccccooeevevinenn. 1704, 1705

Time for claiming benefit of earlier application....201.11
Time for deciding Director initiated

reexamination............cccceeeeveeeeeeeeieeiiiiee s 2211, 2239
Time for deciding reexamination request............... 2241
Time for filing papers, right of priority............. 201.14(a)
Time for filing petitions...........cccoeevievieiiiiiie s 1002
Time for requesting reexamination
EX parte.......coooooiiiiiiiieieeeeeee e 2210, 2211
INTEr PAITES....uviieiiiieiiiiiiieeeee e 2611
Time for reply (See also: Period for reply).....702.01,
710
Time for reply to action in reexamination
EX Parte....ccoo it 2263
INtEr PANES.....cvvevieeriiiieee e 2662
Time limit. ..o 710.02, 710.02(c)
For making suggested claims...................... 710.02(c)
International preliminary examination report
(IPER). ..ottt 1879.01, 1879.01(a)
International search report (ISR)................... 1843.05
Period for reply.......coovviii 710
Permanent ink COpY........ccoeveeeeiiiiieree e, 714.07
Prior art filing.........cooeiiii e 2204
Reply to final rejection...........cccccvovveerineennne. 706.07(f
Restriction requirement............ccovveeeiviiiieeeeesinns 811
Rewrite claims following Board decision........ 1214.06
Shortened statutory period compared to.....710.02,
710.02(b), 710.02(d)
Statutory period.........c.ccoeecviveeeenns 710.01, 710.01(a)
Transfer of application 903.08(d)
TWO Periods ruNNING.........ccevvvrerieeeiiieeeiieeens 710.04
Time period for owner’s statement........................ 2249
Time reporting........ccccceeeeviiveeeenn. 2238, 2638, 2671.03
Time to pay maintenance fees..........cccocoeeeviirennnnn. 2506
Timely submission of protest...........cccccceeunneen. 1901.04
Title conveyed by assignment.................... 201.12, 300
Title documents, handling............cccccceeeiiiiieneeeniins 317
Title of invention..........c.cccooevveieennnnn. 606, 1893.03(e)(1)
Change by examiner....................... 2660.02, 2686.03
Design application...........c.......... 1503.01, 1504.01(a)
Amendment Of........ccccvviiiiniiciicieen 1503.01

1-105

Sec. No.
Use of Trademarks in.........cccccceeviiienienininnen. 1512
International application............ccccceveeeviciiieeeenens 1821
Plant patent application.............ccccceeeiniiieeeennns 1610
Reviewed at iSSUE...........ceevvvvvnnreeennn. 606.01, 1302.01
Title report.....cccceevvcciiiee e, 303, 320, 2287
Titles of USPTO OfficialS........cccveviiriiiniinieciiccieen
Title with signature...........cccccceieiiiinienie, 605.04(e)
Trade secret material.................cvveeeennn... 724 to 724.05
Completeness of file wrapper...........ccccoeeeeennee 724.01
Materials submitted covered by 35 U.S.C.
122, 724.04(a)
Method of submitting.........ccccovvveeiiiiiiniiienee, 724.02
Office treatment and handling............ 724.04, 724.06
After publication...........cccccooiiiiiiiiiinnen. 724.04(a)
Petition to expunge materials.............ccccceeenee. 724.05
Reexamination under 37 CFR 1.11(d)......... 724.04(c)
Reissue under 37 CFR 1.11(b)..........cuu.eee. 724.04(b)
TYPES Of e 724.03
Trade secret submission label..............c.ccc.coe. 724.02
Trademark and trade name.....608.01(v), 706.03(d),
2173.05(u), |
Design patent, relationship to............cccccvveeeennns 1512
Misuse in patent specification..................... 608.01(v)
Trademark Manual of Examining Procedure.................

Trademarks, Partial list of

Transfer of application
After amendment............ccooeeeeiiiiiee e, 903.08(c)
After classification decision............c..c........ 903.08(g)
Allowable application......................... 903.07(b), 1305
Decision of classification examiner.............. 903.08(f)
Divisible INVENLIONS.........ccceeeeeieieiieieeieieeeeee e 812
INterference........cocevvveeeiciee e 2304.01(b)
NEW...coii e 903.08(a)
Notification of applicant............ccccovcveeviniennne. 903.08
Outside Technology Center..........cccceeeeene 903.08(d)
Primary examiner’'s authority..............ccceeeee.. 903.08
Procedure.......cccccoeeviiiiiieeenns 903.08(a), 903.08(d)
Secrecy order application.............cocveveeeiiiivienennn. 130
Submitted to classification examiner........... 903.08(d)
Within Technology Center...........cccceevveenee. 903.08(d)

Transfer of class or subclass...........ccccoveeieinnenn. 903.05

Transfer of drawing..........ccccooiviiiiiiiiniiienen, 608.02(i

Transfer of reexamination

EX PArte...ccvieiiiieeiiiee et 2237
INEEr PAIES....evieiiiiieiieieieee e 2637

Transfer of rights to patent or application........... 509.02

Transfer of specification prohibited.................. 608.01(t

Transfer of U.S. patent........cccccceoviiiiieiiiiiinneen. 903.05
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Transitional application (See also: Application)

After final practice..........ccccovviieeienniiiieneenne 706.07(q)
Generic claim allowable..............ccccccoineene 803.03(b)
Linking claim allowable 803.03(a)
Patent term.......cccccveiiiiie e 2701
Restriction practiCe...........cccevviiierieiniiiieneee 803.03
Transitional phrases.........cccccoveveiiiiciiic e, 2111.03
“Characterized by"........cccccovviiiiiiiiiieciieene 2111.03
“Composed Of"......coooiiiiiiiei e 2111.03
“CoMPrisiNg”.....coocvveerieeeiiieeee 2111.03, 2173.05(h)
“Consisting essentially of”..........ccccoeeceiiiennn. 2111.03

“Consisting of” 2111.03, 2173.05(h)
“CONLAINING”....eeeeiie e 2111.03
Translation, foreign application or foreign priority
AOCUMENL.....iiiiiee e 201.15
Translations index in STIC......cccccccvvveveeeeennn.. 901.06(a)
Translators in the U.S. Patent and Trademark
Office i, 901.05(d), 901.06(a)

Transmission, certificate of (See also: Certificate of
mailing or transmission)

Transmittal Fee, PCT ... 1827
Traverse, answer all matters............ccccccvvvennnn.. 707.07(f)

Traverse, division or species requirement...818, 818.03
to 818.03(d), 821.01, 821.02

Traverse, rejection of linking claim................. 818.03(d)
Treaties
Benelux Designs Convention (See also: Design
application).....ccoeeeeeeeeeeeeeeneerene, 201.13, 1504.10

Budapest Treaty (See also:
BiotechnologyMicroorganisms)....901.05(b), 2402,

2404.01, 2405, 2408, 2409, 2410.01, 2410.02, 2411.01

European Community Design...........cccccvveennee 1504.10

European Patent Convention..901.05, 1817, 1840.01,
1865.01

GATT et e 2138.02
Hague Agreement (See also: Design

application)....cccccuvecveereeinciieeneee s 201.13, 1504.10
Hague Convention........ 409.01(b), 602.04(a), 604.04
Inter-American Convention.........cccccceveeeeeeee.n.. 201.13
Libreville Agreement...........cccoceeeevierenineennnnen. 201.13
NAFTA. ..o 201.04(b), 715, 715.07(c), 2138.02
Paris Convention............cceeeeevivveeeeivie e, 201.13. P
Patent Cooperation Treaty (PCT).............. 1800, Al, T
Strasbourg Agreement...........ccocceeeiiieeiiienes 903.09

UPQV Convention (See also: Plant patent).....1612,
1613
Uruguay Round Agreements Act (URAA)...201.04(b),
715, 715.07(c), 2701, 2132
TRIPS Agreement (Trade-Related Aspects of Intellectual
Property). ..ot 1801
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TUDBIS. e 1601
Twenty vyear term (See also: Term, Patent)
Two month delay period in reissues............cc........ 1441
Two periods for reply running..........ccccoecveevnneen. 710.04
Type font.....cccooviiiiiic e 608.01, 1504.01(a)

U

Unavailable inventor.........cc.ocoeevevivveeeeenne. 409, 409.03
Unavoidable abandonment (See also: Abandonment)
Unclaimed disclosure, reservation................. 608.01(e)
Undelivered mail...........coooeeevvivinnnnnnnn. 707.13, 1303.02

Undue breadth rejection.....706.03, 707.07(q),
2164.08(a), 2173.04, 2173.05(h)

Unexpected results (See also: Affidavits, traversing
rejections (37 CFR 1.132))........... 716.02 to 716.02(q)

Unintentional abandonment (See also: Abandonment)
United Kingdom priority document.................... 201.15
United States Code (See also: Statutes)
United States of America, Foreign language names

Unity of invention......803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning..509.02

Unlocatable Patent or Application Files.............. 508.04
Unofficial subclasses and digests.................. 903.02(c)
Unscheduled closing........ccccooocvviieeiiiiiiiineeeeis 201.13
Unsigned amendment.............ccccceeeeee 711,714.01(a)
Untimely filed (premature) paper prior to order for ex

parte reexamination..........ccccooeecveeeeeeeniiiieeee e 2225
Untimely filed (premature) paper prior to order for inter
partes reexamination..............ccccvveeeeeviiiienee e 2625

Untimely response to ex parte reexamination......2267
Untimely response to inter partes reexamination..2667
UPQV Convention (See also: Plant

PatentTreaties)..cccccvucreeeeeeerciieeee e scieeeeenn 1612, 1613
Uruguay Round Agreements Act (See also:

Treaties)........... 201.04(b), 715, 715.07(c), 2701, 2132
USE ClaiMS.....oeoiiiiiiiiiiccc e 2173.05(q)
Use, Public (See also: Public use)
USEI PASS....uuuiuiriiiiiiiiiiieitie et ie e e e e e e e e e e 510

USPTO Contact Center........cccceeeeeeeevieeeeiiiieeeeeennn. 1730

Utility classes.......ccccceeviiveeeeeiins

Utility, disclosure in drug cases

Utility requirement guidelines...........c.cccevvvveinneen. 2107
Legal precedent for..........ccccveeeeeiinnnns




INDEX

Utility lacking, rejection — Writing, Disclosures must be in

Sec. No.
Relationship of enablement to....................... 2164.07
Utility lacking, rejection 706.03(a), 2107
Utility model.........oooviviiiiieiiieeee e 901.05(b)
Utility patent (See also: Design applicationPatentPlant
PALENT)...eeieeerer et 901.04, 1502.01
Application publication.............c.ccccocee 1120t0 1135
COPIES Of i 707.05(a)
Copyrighted material in.........cccccoooeeeieeenee 608.01(v)
Design patent compared t0.........cccceeeeruveeeen. 1502.01
Double patenting........cccccvvveeiniieinieee e 804
Drawings / Photographs.................. 608.01(f), 608.02
Elements Of........oouuiiiiiii e 600
Expiration date or term
Maintenance fees.........cocevvvviieneiniicnieceen 2506
Period of enforceability................... 2204, 2211, 2611
SPECIfiCatioN......ccceviiiiie e 608.01
Utility required......608.01(p), 706.03(a). 2107, 2164.07

\Y

Vague and indefinite rejection (See also: Indefinite
claim)

Validity of patent, examiner comments.................. 1701
VEBNUE. ....uviiee ettt e 604.02
Video conference Center...........ccccccvvvvvvvvnnneenennns 713.01
VIO tAPES...ciiiiiiiiiie e 713.01

Violation of duty of disclosure (See also: Duty of
disclosure)

Argued in protest..........ccccveeeennnn. 1901.02, 1901.06
Visitors t0 OffiCe.....uuuveiiiiiiiiiiiieeee e, 510
Voluntary publication..............ccccceevvennnn. 502.05, 1133

w
Waiver

Of confidentiality.......... 103, 201.06(d), 1002.02(k)(1)

Of deficiencies in oath or declaration............... 602.03

Of patent rights...........cc....... 706, 711.06, 1101, 1111

Of rules.....201.03, 402.10, 602, 711.03(c), 724.06,

803.04, 1002, 1002.02(b), 1481, 2248, 2265, 2421.01,

2425, 2434
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Sec. No.
Walk-up customer WindoW............cccvvereeriiirereeesnnns 502
Washington D.C. representatives of attorneys......... 408
When disclosure is made..........coccoveeiiiiiiieeennns 2003
White House inqQuiry........cccccoeveveeiiiecinnneenn 203.08(a)
Who has duty to disclose...........ccccevveeeriirennnen. 2001.01
WIPO ... 201.13, 901.04, 1801
WIPO Standards
ST B 901.05(b), 1851
L O 901.05(b)
ST. 14 i, 707.05(e), 901.05(b)
ST. 16, 901.05(b), 1851, 2424.03
ST. 25, Appendix 2
Tables reproduced...........cccoocvveveeeiiiiiieeennnns 2422
(4] (=T PR 2422.01, 2423, 2423.01
ST B 901.05(b)
Withdrawal from appeal after remand by
BOArd.......ooooiiiiiiiee e 1002.02(d)
Withdrawal from issue.........c.ccoeceeernenn. 1303.01, 1308
Amendment crossing allowance...................... 714.15
Director's approval...........cccccveeiiiciveieeeinnns 1003, 1308
Petition for..........cccee.. 1002.02(b), 1002.02(c), 1308
Quality ReVIEW.......coovveiiieiiiiiiee e 1308.03
Refund of fe€.......cccvveeiiii e, 1308.01
Rejection........ccocvveeeiiiiiiiee e 706.04, 1308.01
Withdrawal of abandonment (See also:
AbandonmentPetition)
Withdrawal of appeal..........cccccooveeiiiiiiiiiienee, 1215.01
Withdrawal of appeal claim................ 1214.05, 1215.03
Withdrawal of attorney (See also: Attorney or
agentPower of attorney).....402.06, 1002.02(s), 1808,
2223, 2560
Withdrawal of claims
To nonelected invention......... 821.01, 821.02, 821.03
To nonelected species..........ccceeeeenee 821.01, 821.02
Withdrawal of final rejection.............cccccuveenee. 706.07(e)
Premature final..........ccccovvieiiiiieeee 706.07(d)
Primary decides........ccccoooiiiiiiiiiiiieiieiieeee e 1004
Withdrawal of holding of abandonment (See also:
AbandonmentPetition)................ 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent....2223, 2623
Withdrawal of SIR request...........cccceveeiiiiiiieeenns 1109
Withdrawal of terminal disclaimer............ccc........... 1490
Withhold from issue petition..............cc..e.... 1002.02(c)
Witness, EXaMINEr @S........ccuevvvivveeeeiivieeeeennnn. 1701.01
World Trade Organization member countries.....201.13
World Wide Web address.........ccccoveveeiiiieeinieeennee 1730
Wrapper (See also: File  wrapper/history)
Writing, Disclosures must be in........................ 2002.02
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Written description — (No Entry)

Sec. No.
Written description (See also:
Specification)....cccceecveeeeeiiiciieene s 706.03(c), 2163
Amendments supported by original
AESCrIPON....cciiiiieiiie e 2163.07

Inherent function, theory or advantage..2163.07(a)

Incorporation by reference.....201.17, 608.01(p),
2163.07(b)

Burden on the examiner........ccccccvvvvveeeeeeeeenn.. 2163.04
Changes to scope of claims..........ccccceeeeine 2163.05
Circumstances when issues arise................. 2163.03

Design application.....1503.01, 1503.02, 1504.01(a),
1504.04

Form paragraphs used to reject.................. 706.03(c)
Guidelines for compliance...........ccccceveevviiveneenn. 2163
NEW MALter......ccevviiirieiiiniie e 2163.06
Requirements for compliance........................ 2163.02
Support for claimed subject matter....201.11, 2163.01
Corresponding to count in interference.......... 2163.03
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Sec. No.
X

X series of patents (See also: Patent)................ 901.04
Y

(No Entry)
z

(No Entry)
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