Appendix L Patent Laws

United States Code Title 35 - Patents

[Editor Note: Updated April 2013. Incorporates the changes made by the
Leahy-Smith America Invents Act (AlA), Public Law 112-29, 125 Stat. 284 (Sept.
16, 2011) and the Technical Corrections to the AlA, Public Law 112-274 (Jan.
14, 2013). Where either the current statute or an earlier version thereof would be
applicable under specified conditions, the earlier version isindicated by the
designation " (pre-AlA)" or "(transitional)" following the statute number. Where
the Al A sets forth detailed applicability or effective date provisionsthese are
paraphrased and indicated by the designation " (note)" following the statute number
at the begininning of the affected chapter or section. Additional relevant uncodified
law is reproduced immediately preceeding the Selected Provisions of Title 18,

United Sates Code in this document.]
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PART | — UNITED STATES PATENT AND
TRADEMARK OFFICE

CHAPTER 1 — ESTABLISHMENT, OFFICERS
AND EMPLQOYEES, FUNCTIONS

Powers and duties.

Sec.

1  Establishment.

2

3  Officers and employees.

4  Resdtrictions on officers and employees as to
interest in patents.

5  Patent and Trademark Office Public Advisory
Committees.

6  Patent Trial and Appeal Board.

6  (pre-AlA) Board of Patent Appeals and
Interferences.

7  Library.

8 Classification of patents.

9  Certified copies of records.
10 Publications.

11 Exchangeof copiesof patentsand applications
with foreign countries.

12 Copiesof patents and applications for public
libraries.

13  Annual report to Congress.

35U.SC.1 Establishment.

(& ESTABLISHMENT.— The United States Patent and
Trademark Officeisestablished asan agency of the United States, within
the Department of Commerce. In carrying out its functions, the United
States Patent and Trademark Office shall be subject to the policy
direction of the Secretary of Commerce, but otherwise shall retain
responsibility for decisionsregarding the management and administration
of its operations and shall exercise independent control of its budget
alocations and expenditures, personnel decisions and processes,
procurements, and other administrative and management functions in
accordance with this title and applicable provisions of law. Those
operations designed to grant and issue patents and those operations
which are designed to facilitate the registration of trademarks shall be
treated as separate operating units within the Office.

(b) OFFICES.— The United States Patent and Trademark Office
shall maintainitsprincipal officein the metropolitan Washington, D.C.,
area, for the service of process and papersand for the purpose of carrying
out its functions. The United States Patent and Trademark Office shall
be deemed, for purposes of venue in civil actions, to be a resident of
the district in which its principal office is located, except where
jurisdiction is otherwise provided by law. The United States Patent and
Trademark Office may establish satellite officesin such other placesin
the United States asit considers necessary and appropriatein the conduct
of its business.

(c) REFERENCE.— For purposes of thistitle, the United States
Patent and Trademark Office shall aso be referred to as the “ Office”
and the “ Patent and Trademark Office”.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-572 (S. 1948 sec. 4711).)

35U.S.C. 2 Powersand duties.

(& IN GENERAL.— The United States Patent and Trademark
Office, subject to the policy direction of the Secretary of Commerce—

(1) shall be responsible for the granting and issuing of
patents and the registration of trademarks; and
(2) shal be responsible for disseminating to the public
information with respect to patents and trademarks.
(b) SPECIFIC POWERS.— The Office—
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(1) shall adopt and use a sedl of the Office, which shall be
judicially noticed and with which | etters patent, certificates of trademark
registrations, and papers issued by the Office shall be authenticated;

(2) may establish regulations, not inconsistent with law,

which—

(A) shall govern the conduct of proceedings in the
Office;

(B) shall be made in accordance with section 553 of
title 5;

(C) shall facilitate and expedite the processing of patent
applications, particularly those which can be filed, stored, processed,
searched, and retrieved electronically, subject to the provisions of section
122 relating to the confidential status of applications;

(D) may govern the recognition and conduct of agents,
atorneys, or other persons representing applicants or other parties before
the Office, and may require them, before being recognized as
representatives of applicants or other persons, to show that they are of
good moral character and reputation and are possessed of the necessary
qualifications to render to applicants or other persons valuable service,
advice, and assistance in the presentation or prosecution of their
applications or other business before the Office;

(E) shall recognize the public interest in continuing to
safeguard broad access to the United States patent system through the
reduced fee structure for small entities under section 41(h(1);

(F) providefor the development of aperformance-based
processthat includes quantitative and qualitative measures and standards
for evaluating cost-effectiveness and is consistent with the principles
of impartiality and competitiveness; and

(G) may, subject to any conditions prescribed by the
Director and at the request of the patent applicant, provide for
prioritization of examination of applicationsfor products, processes, or
technologies that are important to the national economy or national
competitiveness without recovering the aggregate extracost of providing
such prioritization, notwithstanding section 41 or any other provision
of law;

(3) may acquire, construct, purchase, lease, hold, manage,
operate, improve, ater, and renovate any real, personal, or mixed
property, or any interest therein, as it considers necessary to carry out
itsfunctions,

(4 (A) may make such purchases, contracts for the
construction, or management and operation of facilities, and contracts
for supplies or services, without regard to the provisions of subtitle |
and chapter 33 of title 40, division C (except sections 3302, 3501(b),
3509, 3906, 4710, and 4711) of subtitle | of title 41, and the
McKinney-Vento Homeless Assistance Act (42 U.S.C. 11301 et seq.);

(B) may enter into and perform such purchases and
contracts for printing services, including the process of composition,
platemaking, presswork, silk screen processes, binding, microform, and
the products of such processes, as it considers necessary to carry out
the functions of the Office, without regard to sections 501 through 517
and 1101 through 1123 of title 44;

(5) may use, with their consent, services, equipment,
personnel, and facilities of other departments, agencies, and
instrumentalities of the Federal Government, on a reimbursable basis,
and cooperate with such other departments, agencies, and
instrumentalities in the establishment and use of services, equipment,
and facilities of the Office;

(6) may, when the Director determinesthat it is practicable,
efficient, and cost-effective to do so, use, with the consent of the United
States and the agency, instrumentality, Patent and Trademark Office,
or international organization concerned, the services, records, facilities,
or personnel of any State or local government agency or instrumentality
or foreign patent and trademark office or international organization to
perform functions on its behalf;

(7) may retain and use al of its revenues and receipts,
including revenuesfrom the sale, lease, or disposal of any real, personal,
or mixed property, or any interest therein, of the Office;
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(8) shall advise the President, through the Secretary of
Commerce, on national and certain international intellectual property
policy issues;

(9) shall advise Federal departments and agencies on matters
of intellectual property policy in the United States and intellectual
property protection in other countries;

(10) shall provide guidance, as appropriate, with respect to
proposals by agencies to assist foreign governments and international
intergovernmental organizations on matters of intellectual property
protection;

(11) may conduct programs, studies, or exchanges of items
or services regarding domestic and international intellectual property
law and the effectiveness of intellectual property protection domestically
and throughout the world, and the Office is authorized to expend funds
to cover the subsistence expenses and travel -rel ated expenses, including
per diem, lodging costs, and transportation costs, of persons attending
such programs who are not Federal employees,

(12) (A) shdl advise the Secretary of Commerce on
programs and studies relating to intellectual property policy that are
conducted, or authorized to be conducted, cooperatively with foreign
intellectual property offices and international intergovernmental
organizations; and

(B) may conduct programs and studies described in
subparagraph (A); and

(13) (A) in coordination with the Department of State, may
conduct programs and studies cooperatively with foreign intellectual
property officesand international intergovernmental organizations; and

(B) with the concurrence of the Secretary of State, may
authorize the transfer of not to exceed $100,000 in any year to the
Department of State for the purpose of making specia payments to
international intergovernmental organizations for studies and programs
for advancing international cooperation concerning patents, trademarks,
and other matters.

(c) CLARIFICATION OF SPECIFIC POWERS.—

(1) The specia payments under subsection (b)(13)(B) shall
be in addition to any other payments or contributions to international
organizations described in subsection (b)(13)(B) and shall not be subject
to any limitationsimposed by law on the amounts of such other payments
or contributions by the United States Government.

(2) Nothing in subsection (b) shall derogate from the duties
of the Secretary of State or from the duties of the United States Trade
Representative as set forth in section 141 of the Trade Act of 1974 (19
U.S.C. 2171).

(3) Nothing in subsection (b) shall derogate from the duties
and functions of the Register of Copyrights or otherwise alter current
authorities relating to copyright matters.

(4) In exercising the Director’'s powers under paragraphs
(3) and (4)(A) of subsection (b), the Director shall consult with the
Administrator of General Services.

(5) Inexercising the Director’s powers and duties under this
section, the Director shall consult with the Register of Copyrights on
all copyright and related matters.

(d CONSTRUCTION.— Nothing in this section shal be
construed to nullify, void, cancel, or interrupt any pending
request-for-proposal let or contract issued by the General Services
Administration for the specific purpose of relocating or leasing space
to the United States Patent and Trademark Office.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-572 (S. 1948 sec. 4712); subsection (b)(4)(A) amended Oct. 30,
2000, Public Law 106-400, sec. 2, 114 Stat. 1675; subsections (b)(2)(B)
and (b)(4)(B) amended Nov. 2, 2002, Public Law 107-273, sec. 13206,
116 Stat. 1904; subsection (b)(4)(A) amended Dec. 15, 2003, Public
Law 108-178, sec. 4(g), 117 Stat. 2641; subsection (b)(4)(A) amended
January 4, 2011, Public Law 111-350, sec. 5(i)(1), 124 Stat. 3849,
subsection (b)(2)(G) added and subsections (b)(2)(E) and (b)(11)
amended Sept. 16, 2011, Public Law 112-29, secs. 20(j), 21(a), and 25
(effective Sept. 16, 2012), 125 Stat. 284.)
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35U.S.C. 3 Officersand employees.
(a) UNDER SECRETARY AND DIRECTOR.—

(1) IN GENERAL.— The powers and duties of the United
States Patent and Trademark Office shall be vested in an Under Secretary
of Commercefor Intellectual Property and Director of the United States
Patent and Trademark Office (in thistitle referred to asthe “ Director”),
who shall be a citizen of the United States and who shall be appointed
by the President, by and with the advice and consent of the Senate. The
Director shall be a person who has a professional background and
experience in patent or trademark law.

(2) DUTIES—

(A) IN GENERAL.— The Director shall beresponsible
for providing policy direction and management supervision for the
Office and for the issuance of patents and the registration of trademarks.
The Director shall perform these dutiesin afair, impartial, and equitable
manner.

(B) CONSULTINGWITH THE PUBLICADVISORY
COMMITTEES.— The Director shall consult with the Patent Public
Advisory Committee established in section 5 on a regular basis on
mattersrelating to the patent operations of the Office, shall consult with
the Trademark Public Advisory Committee established in section 5 on
aregular basis on matters relating to the trademark operations of the
Office, and shall consult with the respective Public Advisory Committee
before submitting budgetary proposals to the Office of Management
and Budget or changing or proposing to change patent or trademark
user fees or patent or trademark regulations which are subject to the
requirement to provide notice and opportunity for public comment under
section 553 of title 5, as the case may be.

(3) OATH.— The Director shall, before taking office, take
an oath to discharge faithfully the duties of the Office.

(49 REMOVAL.— The Director may be removed from
office by the President. The President shall provide notification of any
such removal to both Houses of Congress.

(b) OFFICERSAND EMPLOY EES OF THE OFFICE.—

(1) DEPUTY UNDER SECRETARY AND DEPUTY
DIRECTOR.— The Secretary of Commerce, upon nomination by the
Director, shall appoint a Deputy Under Secretary of Commerce for
Intellectual Property and Deputy Director of the United States Patent
and Trademark Office who shall be vested with the authority to act in
the capacity of the Director in the event of the absence or incapacity of
the Director. The Deputy Director shall be acitizen of the United States
who hasaprofessional background and experiencein patent or trademark
law.

(2) COMMISSIONERS.—

(A) APPOINTMENT AND DUTIES.— The Secretary
of Commerce shall appoint a Commissioner for Patents and a
Commissioner for Trademarks, without regard to chapter 33, 51, or 53
of title 5. The Commissioner for Patents shall be acitizen of the United
States with demonstrated management ability and professional
background and experiencein patent law and servefor aterm of 5years.
The Commissioner for Trademarks shall be acitizen of the United States
with demonstrated management ability and professional background
and experience in trademark law and serve for aterm of 5 years. The
Commissioner for Patents and the Commissioner for Trademarks shall
serve as the chief operating officers for the operations of the Office
relating to patentsand trademarks, respectively, and shall beresponsible
for the management and direction of all aspects of the activities of the
Officethat affect the administration of patent and trademark operations,
respectively. The Secretary may reappoint a Commissioner to subsegquent
terms of 5 years aslong as the performance of the Commissioner as set
forth in the performance agreement in subparagraph (B) is satisfactory.

(B) SALARY AND PERFORMANCE
AGREEMENT.— The Commissioners shall be paid an annual rate of
basic pay not to exceed the maximum rate of basic pay for the Senior
Executive Service established under section 5382 of title 5, including
any applicable locality-based comparability payment that may be
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authorized under section 5304(h)(2)(C) of title 5. The compensation of
the Commissioners shall be considered, for purposes of section
207(c)(2)(A) of title 18, to be the equivalent of that described under
clause (ii) of section 207(c)(2)(A) of title 18. In addition, the
Commissioners may receive a bonus in an amount of up to, but not in
excess of, 50 percent of the Commissioners' annua rate of basic pay,
based upon an eval uation by the Secretary of Commerce, acting through
the Director, of the Commissioners’ performance as defined in an annual
performance agreement between the Commissioners and the Secretary.
The annual performance agreements shall incorporate measurable
organization and individual goalsin key operational areas as delineated
inan annual performance plan agreed to by the Commissioners and the
Secretary. Payment of a bonus under this subparagraph may be made
to the Commissioners only to the extent that such payment does not
cause the Commissioners’ total aggregate compensation in a calendar
year to equal or exceed the amount of the salary of the Vice President
under section 104 of title 3.

(©) REMOVAL.— The Commissioners may be
removed from office by the Secretary for misconduct or nonsatisfactory
performance under the performance agreement described in subparagraph
(B), without regard to the provisions of title 5. The Secretary shall
provide notification of any such removal to both Houses of Congress.

(3) OTHER OFFICERS AND EMPLOYEES— The
Director shall—

(A) appoint such officers, employees (including
attorneys), and agents of the Office asthe Director considers necessary
to carry out the functions of the Office; and

(B) definethetitle, authority, and duties of such officers
and employees and delegate to them such of the powers vested in the
Office as the Director may determine. The Office shall not be subject
to any administratively or statutorily imposed limitation on positions
or personnel, and no positions or personnel of the Office shall be taken
into account for purposes of applying any such limitation.

(4) TRAINING OF EXAMINERS.— The Office shall
submit to the Congress a proposal to provide an incentive program to
retain as employees patent and trademark examiners of the primary
examiner grade or higher who are eligible for retirement, for the sole
purpose of training patent and trademark examiners.

(5) NATIONAL SECURITY POSITIONS.— The Director,
in consultation with the Director of the Office of Personnel Management,
shall maintain aprogram for identifying national security positionsand
providing for appropriate security clearances, in order to maintain the
secrecy of certain inventions, as described in section 181, and to prevent
disclosure of sensitive and strategic information in theinterest of national
security.

(6) ADMINISTRATIVE PATENT JUDGES AND
ADMINISTRATIVE TRADEMARK JUDGES.—The Director may
fix the rate of basic pay for the administrative patent judges appointed
pursuant to section 6 and the administrative trademark judges appointed
pursuant to section 17 of the Trademark Act of 1946 (15 U.S.C. 1067)
at not greater than the rate of basic pay payable for level Il of the
Executive Schedule under section 5314 of title 5. The payment of arate
of basic pay under this paragraph shall not be subject to the pay
limitation under section 5306(e) or 5373 of title 5.

(c) CONTINUED APPLICABILITY OF TITLE 5. — Officers
and employees of the Office shall be subject to the provisions of title
5, relating to Federal employees.

(d) ADOPTION OF EXISTING LABOR AGREEMENTS.—
The Office shall adopt al labor agreements which are in effect, as of
the day before the effective date of the Patent and Trademark Office
Efficiency Act, with respect to such Office (as then in effect).

(e) CARRYOVER OF PERSONNEL.—

(1) FROM PTO.— Effective as of the effective date of the
Patent and Trademark Office Efficiency Act, all officersand employees
of the Patent and Trademark Office on the day before such effective
date shall become officers and employees of the Office, without abreak
in service.

(2) OTHER PERSONNEL.— Any individual who, on the
day before the effective date of the Patent and Trademark Office
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Efficiency Act, is an officer or employee of the Department of
Commerce (other than an officer or employee under paragraph (1)) shall
be transferred to the Office, as necessary to carry out the purposes of
that Act, if—

(A) such individual serves in a position for which a
major function is the performance of work reimbursed by the Patent
and Trademark Office, as determined by the Secretary of Commerce;

(B) suchindividua servesin aposition that performed
work in support of the Patent and Trademark Office during at least half
of the incumbent’s work time, as determined by the Secretary of
Commerce; or

(C) such transfer would bein theinterest of the Office,
as determined by the Secretary of Commerce in consultation with the
Director.

Any transfer under this paragraph shall be effective as of the same
effective date asreferred to in paragraph (1), and shall be made without
abreak in service.

(f) TRANSITION PROVISIONS.—

(1) INTERIM APPOINTMENT OF DIRECTOR.— On or
after the effective date of the Patent and Trademark Office Efficiency
Act, the President shall appoint an individual to serve as the Director
until the date on which a Director qualifies under subsection (a). The
President shall not make more than one such appointment under this
subsection.

(2) CONTINUATION IN OFFICE OF CERTAIN
OFFICERS.—

(A) The individua serving as the Assistant
Commissioner for Patents on the day before the effective date of the
Patent and Trademark Office Efficiency Act may serve as the
Commissioner for Patents until the date on which a Commissioner for
Patents is appointed under subsection (b).

(B)  The individua serving as the Assistant
Commissioner for Trademarks on the day before the effective date of
the Patent and Trademark Office Efficiency Act may serve as the
Commissioner for Trademarks until the date on which a Commissioner
for Trademarks is appointed under subsection (b).

(Amended Sept. 6, 1958, Public Law 85-933, sec. 1, 72 Stat. 1793; Sept.
23, 1959, Public Law 86-370, sec. 1(a), 73 Stat. 650; Aug. 14, 1964,
Public Law 88-426, sec. 305(26), 78 Stat. 425; Jan. 2, 1975, Public Law
93-596, sec. 1, 88 Stat. 1949; Jan. 2, 1975, Public Law 93-601, sec. 1,
88 Stat. 1956; Aug. 27, 1982, Public Law 97-247, sec. 4, 96 Stat. 319;
Oct. 25, 1982, Public Law 97-366, sec. 4, 96 Stat. 1760; Nov. 8, 1984,
Public Law 98-622, sec. 405, 98 Stat. 3392; Oct. 28, 1998, Public Law
105-304, sec. 401(a)(1), 112 Stat. 2887; Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 1501A-575 (S. 1948 sec. 4713);
subsections (8)(2)(B), (b)(2), and (c) amended Nov. 2, 2002, Public
Law 107-273, sec. 13206, 116 Stat. 1904; subsection (b)(6) added and
(€)(2) amended Sept. 16, 2011, Public Law 112-29, secs. 20(i) and 21(b)
(effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 4 Redtrictionson officersand employees asto
interest in patents.

Officers and employees of the Patent and Trademark Office shall be
incapable, during the period of their appointments and for one year
thereafter, of applying for apatent and of acquiring, directly or indirectly,
except by inheritance or bequest, any patent or any right or interest in
any patent, issued or to be issued by the Office. In patents applied for
thereafter they shall not be entitled to any priority date earlier than one
year after the termination of their appointment.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)
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35U.S.C.5 Patent and Trademark Office Public Advisory
Committees.

€) ESTABLISHMENT OF PUBLIC ADVISORY
COMMITTEES—

(1) APPOINTMENT.— The United States Patent and
Trademark Office shall have a Patent Public Advisory Committee and
aTrademark Public Advisory Committee, each of which shall havenine
voting members who shall be appointed by the Secretary of Commerce
and serve at the pleasure of the Secretary of Commerce. In each year,
3 members shall be appointed to each Advisory Committee for 3-year
terms that shall begin on December 1 of that year. Any vacancy on an
Advisory Committee shall be filled within 90 days after it occurs. A
new member who is appointed to fill a vacancy shall be appointed to
serve for the remainder of the predecessor’s term.

(2) CHAIR.— The Secretary of Commerce, in consultation
with the Director, shall designate a Chair and Vice Chair of each
Advisory Committee from among the members appointed under
paragraph (1). If the Chair resigns before the completion of his or her
term, or is otherwise unable to exercise the functions of the Chair, the
Vice Chair shall exercise the functions of the Chair.

(b) BASISFORAPPOINTMENTS.— Membersof each Advisory
Committee—

(1) shall becitizensof the United Stateswho shall be chosen
S0 as to represent the interests of diverse users of the United States
Patent and Trademark Office with respect to patents, in the case of the
Patent Public Advisory Committee, and with respect to trademarks, in
the case of the Trademark Public Advisory Committee;

(2) shdl include members who represent small and large
entity applicantslocated in the United Statesin proportion to the number
of applications filed by such applicants, but in no case shall members
who represent small entity patent applicants, including small business
concerns, independent inventors, and nonprofit organizations, constitute
less than 25 percent of the members of the Patent Public Advisory
Committee, and such members shall include at least one independent
inventor; and

(3) shal include individuals with substantial background
and achievement in finance, management, labor relations, science,
technology, and office automation. In addition to the voting members,
each Advisory Committee shall include a representative of each labor
organization recognized by the United States Patent and Trademark
Office. Such representatives shall be nonvoting members of the Advisory
Committee to which they are appointed.

(c) MEETINGS.— Each Advisory Committee shall meet at the
call of the chair to consider an agenda set by the chair.
(d) DUTIES.— Each Advisory Committee shall—

(1) review the policies, goals, performance, budget, and user
fees of the United States Patent and Trademark Office with respect to
patents, in the case of the Patent Public Advisory Committee, and with
respect to Trademarks, in the case of the Trademark Public Advisory
Committee, and advise the Director on these matters;

(2) within 60 days after the end of each fiscal year—

(A) prepare an annua report on the matters referred to
in paragraph (1);

(B) transmit the report to the Secretary of Commerce,
the President, and the Committees on the Judiciary of the Senate and
the House of Representatives; and

(C) publish the report in the Official Gazette of the
United States Patent and Trademark Office.

(69 COMPENSATION.— Each member of each Advisory
Committee shall be compensated for each day (including travel time)
during which such member is attending meetings or conferences of that
Advisory Committee or otherwise engaged in the business of that
Advisory Committee, at the rate which is the daily equivalent of the
annual rate of basic pay in effect for level 111 of the Executive Schedule
under section 5314 of title 5. While away from such member’s home
or regular place of business such member shall be alowed travel
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expenses, including per diem in lieu of subsistence, as authorized by
section 5703 of title 5.

(f) ACCESSTO INFORMATION.— Members of each Advisory
Committee shall be provided access to records and information in the
United States Patent and Trademark Office, except for personnel or
other privileged information and information concerning patent
applications required to be kept in confidence by section 122.

(9) APPLICABILITY OF CERTAIN ETHICS LAWS—
Members of each Advisory Committee shall be special Government
employees within the meaning of section 202 of title 18.

(h) INAPPLICABILITY OF FEDERAL ADVISORY
COMMITTEEACT.— The Federal Advisory CommitteeAct (5 U.S.C.
App.) shall not apply to each Advisory Committee.

(i) OPEN MEETINGS.— The meetings of each Advisory
Committee shall be open to the public, except that each Advisory
Committee may by majority vote meet in executive session when
considering personnel, privileged, or other confidential information.

() INAPPLICABILITY OF PATENT PROHIBITION.— Section
4 shall not apply to voting members of the Advisory Committees.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-578 (S. 1948 sec. 4714); subsections (€) and (g) amended Nov.
2, 2002, Public Law 107-273, sec. 13206, 116 Stat. 1904; subsection
(i) amended and subsection (j) added Nov. 2, 2002, Public Law 107-273,
sec. 13203, 116 Stat. 1902; subsection (a) amended Jan. 14, 2013, Public
Law 112-274,sec. 1(1), _ Stat. )

35U.S.C.6 Patent Trial and Appeal Board.

[Editor Note: Applicable to proceedings commenced on or after
September 16, 2012.* See 35 U.S.C. 6 (pre-Al A) for the law otherwise
applicable]

(8 IN GENERAL.—There shall be in the Office a Patent Trial
and Appeal Board. The Director, the Deputy Director, the Commissioner
for Patents, the Commissioner for Trademarks, and the administrative
patent judges shall constitute the Patent Trial and Appeal Board. The
administrative patent judges shall be persons of competent legal
knowledge and scientific ability who are appointed by the Secretary, in
consultation with the Director. Any reference in any Federa law,
Executive order, rule, regulation, or delegation of authority, or any
document of or pertaining to the Board of Patent Appeas and
Interferences is deemed to refer to the Patent Trial and Appeal Board.

(b) DUTIES.—The Patent Trial and Appeal Board shall—

(1) on written appeal of an applicant, review adverse
decisions of examiners upon applicationsfor patents pursuant to section
134(a);

(2) review appeals of reexaminations pursuant to section
134(b);

(3) conduct derivation proceedings pursuant to section 135;
and

(4) conduct inter partes reviews and post-grant reviews
pursuant to chapters 31 and 32.

(c) 3-MEMBER PANEL S.—Each appeal, derivation proceeding,
post-grant review, and inter partes review shall be heard by at least 3
members of the Patent Trial and Appeal Board, who shall be designated
by the Director. Only the Patent Trial and Appeal Board may grant
rehearings.

(d) TREATMENT OF PRIORAPPOINTMENTS.—The Secretary
of Commerce may, in the Secretary’s discretion, deem the appointment
of an administrative patent judge who, before the date of the enactment
of this subsection, held office pursuant to an appointment by the Director
to take effect on the date on which the Director initially appointed the
administrative patent judge. It shall be a defense to a challenge to the
appointment of an administrative patent judge on the basis of thejudge’s
having been originally appointed by the Director that the administrative
patent judge so appointed was acting as a de facto officer.

(Repesled by Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-580
(S. 1948 sec. 4715(a).)
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(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-580 (S. 1948 sec. 4717(2)); subsection (a) amended Nov. 2,
2002, Public Law 107-273, sec. 13203, 116 Stat. 1902; subsection(a)
amended and subsections (c) and (d) added Aug. 12, 2008, Public Law
110-313, sec. 1(8)(1), 122 Stat. 3014; amended Sept. 16, 2011, Public
Law 112-29, sec. 7(a) (effective Sept. 16, 2012), 125 Stat. 284.*)

*NOTE: The provisions of this section as in effect on Sept. 15, 2012
(35 U.S.C. 6 (pre-AlA)) apply to interference proceedings that are
declared after September 15, 2012 under 35 U.S.C. 135 (pre-AlA). See
Public Law 112-274, sec. 1(k)(3), ___ Stat. ___(Jan. 14, 2013).

35U.S.C. 6 (pre-AlA) Board of Patent Appealsand
Interferences.

[Editor Note: Not applicable to proceedings commenced on or after
September 16, 2012.* See 35 U.S.C. 6 for thelaw otherwise applicable]

(& ESTABLISHMENT AND COMPOSITION.— There shall
be in the United States Patent and Trademark Office a Board of Patent
Appeals and Interferences. The Director, the Deputy Director, the
Commissioner for Patents, the Commissioner for Trademarks, and the
administrative patent judges shal congtitute the Board. The
administrative patent judges shall be persons of competent lega
knowledge and scientific ability who are appointed by the Secretary of
Commerce, in consultation with the Director.

(b) DUTIES.— The Board of Patent Appeals and Interferences
shall, on written appeal of an applicant, review adverse decisions of
examiners upon applications for patents and shall determine priority
and patentability of invention in interferences declared under section
135(a). Each appeal and interference shall be heard by at least three
members of the Board, who shall be designated by the Director. Only
the Board of Patent Appeals and Interferences may grant rehearings.

(c) AUTHORITY OF THE SECRETARY.— The Secretary of
Commerce may, in his or her discretion, deem the appointment of an
administrative patent judge who, before the date of the enactment of
this subsection, held office pursuant to an appointment by the Director
to take effect on the date on which the Director initially appointed the
administrative patent judge.

(d) DEFENSE TO CHALLENGE OF APPOINTMENT.— It
shall be adefenseto achallengeto the appointment of an administrative
patent judge on the basis of thejudge's having been originally appointed
by the Director that the administrative patent judge so appointed was
acting as ade facto officer.

(Repealed by Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-580
(S. 1948 sec. 4715(a).)

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-580 (S. 1948 sec. 4717(2)); subsection (8) amended Nov. 2,
2002, Public Law 107-273, sec. 13203, 116 Stat. 1902; subsection(a)
amended and subsections (c) and (d) added Aug. 12, 2008, Public Law
110-313, sec. 1(a)(1), 122 Stat. 3014.)

*NOTE: The provisions of this section as in effect on Sept. 15, 2012
apply to interference proceedings that are declared after September 15,
2012 under 35 U.S.C. 135 (pre-AlA). See Public Law 112-274, sec.
1(k)(3), _ Stat. _ (Jan. 14, 2013).

35U.SC.7 Library.
The Director shall maintain alibrary of scientific and other works and

periodicals, both foreign and domestic, in the Patent and Trademark
Office to aid the officersin the discharge of their duties.

(Repedled Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-580 (S. 1948 sec. 4717(1)).)
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(Transferred from 35 U.S.C. 8 Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-580 (S. 1948 sec. 4717(1)); amended Jan.
2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 8 Classification of patents.

The Director may revise and maintain the classification by subject matter
of United States letters patent, and such other patents and printed
publications as may be necessary or practicable, for the purpose of
determining with readiness and accuracy the novelty of inventions for
which applications for patent are filed.

(Transferred to 35 U.S.C. 7 Nov. 29, 1999, Public Law 106-113, sec.
1000(8)(9), 113 Stat. 1501A-580 (S. 1948 sec. 4717(1)).)

(Transferred from 35 U.S.C. 9 Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-580 (S. 1948 sec. 4717(1)).)

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C.9 Certified copies of records.

The Director may furnish certified copies of specificationsand drawings
of patents issued by the Patent and Trademark Office, and of other
records available either to the public or to the person applying therefor.

(Transferred to 35 U.S.C. 8 Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-580 (S. 1948 sec. 4717(1)).)

(Transferred from 35 U.S.C. 10 Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-580 (S. 1948 sec. 4717(1)); amended
Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 10 Publications.

(&) TheDirector may publishin printed, typewritten, or electronic
form, the following:

(1) Patentsand published applicationsfor patents, including
specifications and drawings, together with copies of the same. The
Patent and Trademark Office may print the headings of the drawings
for patents for the purpose of photolithography.

(2) Certificates of trademark registrations, including
statements and drawings, together with copies of the same.

(3) The Official Gazette of the United States Patent and
Trademark Office.

(4) Annua indexes of patents and patentees, and of
trademarks and registrants.

(5) Annual volumes of decisions in patent and trademark
cases.

(6) Pamphlet copies of the patent laws and rules of practice,
lawsand rulesrelating to trademarks, and circulars or other publications
relating to the business of the Office.

(b) The Director may exchange any of the publications specified
initems 3, 4, 5, and 6 of subsection (a) of this section for publications
desirable for the use of the Patent and Trademark Office.

(Transferred to 35 U.S.C. 9 Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-580 (S. 1948 sec. 4717(1)).)
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(Transferred from 35 U.S.C. 11 Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-580 (S 1948 sec. 4717(1)); amended
Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-589 (S. 1948
sec. 4804(b)).)

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-565, 582 (S. 1948 secs. 4507(1) and 4732(a)(10)(A)).)

35U.S.C. 11 Exchangeof copiesof patentsand applications
with foreign countries.

The Director may exchange copies of specifications and drawings of
United States patents and published applications for patents for those
of foreign countries. The Director shall not enter into an agreement to
provide such copies of specifications and drawings of United States
patents and applications to a foreign country, other than a NAFTA
country or aWTO member country, without the express authorization
of the Secretary of Commerce. For purposes of this section, the terms
“NAFTA country” and “WTO member country” have the meanings
given those terms in section 104(b).

(Transferred to 35 U.S.C. 10 Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-580 (S 1948 sec. 4717(1)).)

(Transferred from 35 U.S.C. 12 Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-580 (S 1948 sec. 4717(1)); amended
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-591 (S. 1948 sec. 4808).)

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-565, 582 (S. 1948 secs. 4507(2)(A), 4507(2)(B), and
4732(2)(10)(A)).)

35U.S.C. 12 Copiesof patentsand applicationsfor public
libraries.

The Director may supply copies of specificationsand drawingsof patents
and published applications for patents in printed or electronic form to
public libraries in the United States which shall maintain such copies
for the use of the public, at therate for each year’sissue established for

this purpose in section 41(d).

(Transferred to 35 U.S.C. 11 Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-580 (S. 1948 sec. 4717(1)).)

(Transferred from 35 U.S.C. 13 Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-580 (S 1948 sec. 4717(1)); amended
Aug. 27, 1982, Public Law 97-247, sec. 15, 96 Stat. 321; amended Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-565,
566, 580, 582, and 589 (S. 1948 secs. 4507(3)(A), 4507(3)(B), 4507(4),
4717(1), 4732(a)(10)(A), and 4804(c)); amended Sept. 16, 2011, Public
Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat 284.)

35U.S.C. 13 Annual report to Congress.

The Director shall report to the Congress, not later than 180 days after
the end of each fiscal year, the moneys received and expended by the
Office, the purposes for which the moneys were spent, the quality and
quantity of the work of the Office, the nature of training provided to
examiners, the evaluation of the Commissioner of Patents and the
Commissioner of Trademarks by the Secretary of Commerce, the
compensation of the Commissioners, and other information relating to
the Office.



PATENT LAWS

(Transferred to 35 U.S.C. 12 Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-580 (S 1948 sec. 4717(1)).)

(Transferred from 35 U.S.C. 14 Nov. 29, 1999, Public Law 106-113,
sec. 1000(a)(9), 113 Stat. 1501A-580 (S 1948 sec. 4717(1)).)

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-565, 581 (S. 1948 secs. 4507(2), 4718).)

CHAPTER2—PROCEEDINGSIN THEPATENT
AND TRADEMARK OFFICE

Sec.

21 Filing date and day for taking action.

22 Printing of papersfiled.

23  Testimony in Patent and Trademark Office
Cases.

24 Subpoenas, witnesses.

25 Declarationinlieu of oath.

26 Effect of defective execution.

35U.S.C. 21 Filing date and day for taking action.

(a8 The Director may by rule prescribe that any paper or fee
required to be filed in the Patent and Trademark Office will be
considered filed in the Office on the date on which it was deposited
with the United States Postal Service or would have been deposited
with the United States Postal Service but for postal serviceinterruptions
or emergencies designated by the Director.

(b) When the day, or the last day, for taking any action or paying
any fee in the United States Patent and Trademark Office falls on
Saturday, Sunday, or a Federal holiday within the District of Columbia,
the action may be taken, or fee paid, on the next succeeding secular or
business day.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Aug.
27, 1982, Public Law 97-247, sec. 12, 96 Stat. 321; Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948
sec. 4732(a)(10)(A)).)

35U.S.C. 22 Printing of papersfiled.

The Director may require papers filed in the Patent and Trademark
Office to be printed, typewritten, or on an electronic medium.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582,
589 (S. 1948 secs. 4732(a)(10)(A), 4804(a)).)

35U.S.C. 23 Testimony in Patent and Trademark Office
cases.

The Director may establish rules for taking affidavits and depositions
required in cases in the Patent and Trademark Office. Any officer
authorized by law to take depositions to be used in the courts of the
United States, or of the State where he resides, may take such affidavits
and depositions.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582
(S. 1948 sec. 4732(2)(10)(A)).)
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35U.S.C. 24 Subpoenas, withesses.

The clerk of any United States court for the district wherein testimony
isto betaken for usein any contested case in the Patent and Trademark
Office, shall, upon the application of any party thereto, issue asubpoena
for any witness residing or being within such district, commanding him
to appear and testify before an officer in such district authorized to take
depositions and affidavits, at the time and place stated in the subpoena.
The provisions of the Federal Rules of Civil Procedure relating to the
attendance of witnesses and to the production of documents and things
shall apply to contested cases in the Patent and Trademark Office.

Every witness subpoenaed and in attendance shall be allowed the fees
and traveling expenses all owed to witnesses attending the United States
district courts.

A judge of acourt whose clerk i ssued a subpoenamay enforce obedience
to the process or punish disobedience as in other like cases, on proof
that awitness, served with such subpoena, neglected or refused to appear
or to testify. No witness shall be deemed guilty of contempt for
disobeying such subpoena unless his fees and traveling expenses in
going to, and returning from, and one day’s attendance at the place of
examination, are paid or tendered him at the time of the service of the
subpoena; nor for refusing to disclose any secret matter except upon
appropriate order of the court which issued the subpoena.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35U.S.C. 25 Declaration in lieu of oath.

(8 The Director may by rule prescribe that any document to be
filed in the Patent and Trademark Office and which isrequired by any
law, rule, or other regulation to be under oath may be subscribed to by
awritten declaration in such form as the Director may prescribe, such
declaration to be in lieu of the oath otherwise required.

(b) Whenever such written declaration isused, the document must
warn the declarant that willful false statements and the like are
punishable by fine or imprisonment, or both (18 U.S.C. 1001).

(Added Mar. 26, 1964, Public Law 88-292, sec. 1, 78 Stat. 171; amended
Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948
sec. 4732(a)(10)(A)).)

35U.S.C. 26 Effect of defective execution.

Any document to befiled in the Patent and Trademark Office and which
is required by any law, rule, or other regulation to be executed in a
specified manner may be provisionally accepted by the Director despite
a defective execution, provided a properly executed document is
submitted within such time as may be prescribed.

(Added Mar. 26, 1964, Public Law 88-292, sec. 1, 78 Stat. 171; amended
Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948
sec. 4732(3)(10)(A)).)

CHAPTER 3 — PRACTICE BEFORE PATENT
AND TRADEMARK OFFICE

Sec.

31 [Repeded]

32 Suspension or exclusion from practice.

33 Unauthorized representation as practitioner.
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35U.SC. 31 [Repealed].

(Repealed Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-580 (S. 1948 sec. 4715(h)).)

35U.S.C. 32 Suspension or exclusion from practice.

The Director may, after notice and opportunity for a hearing, suspend
or exclude, either generally or in any particular case, from further
practice before the Patent and Trademark Office, any person, agent, or
attorney shown to be incompetent or disreputable, or guilty of gross
misconduct, or who does not comply with the regulations established
under section 2(b)(2)(D), or who shal, by word, circular, letter, or
advertising, with intent to defraud in any manner, deceive, mislead, or
threaten any applicant or prospective applicant, or other person having
immediate or prospective business before the Office. The reasons for
any such suspension or exclusion shall be duly recorded. The Director
shall have the discretion to designate any attorney who is an officer or
employee of the United States Patent and Trademark Office to conduct
the hearing required by this section. A proceeding under this section
shall be commenced not later than the earlier of either the date that is
10 years after the date on which the misconduct forming the basis for
the proceeding occurred, or 1 year after the date on which the misconduct
forming the basis for the proceeding is made known to an officer or
employee of the Office as prescribed in the regul ations established under
section 2(b)(2)(D). The United States District Court for the Eastern
District of Virginia, under such conditions and upon such proceedings
asit by itsrules determines, may review the action of the Director upon
the petition of the person so refused recognition or so suspended or
excluded.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat.1949; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-580,
581, 582 (S. 1948 secs. 4715(c), 4719, 4732(a)(10)(A)); amended Sept.
16, 2011, Public Law 112-29, secs. 3(k) and 9 (effective Sept. 16, 2011)
and 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35 U.S.C. 33 Unauthorized representation as practitioner.

Whoever, not being recognized to practice before the Patent and
Trademark Office, holds himself out or permits himself to be held out
as so recognized, or as being qualified to prepare or prosecute
applications for patent, shall be fined not more than $1,000 for each
offense.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

CHAPTER 4 — PATENT FEES; FUNDING;
SEARCH SYSTEMS

Sec

41 Patent fees; patent and trademark search
systems.

42 Patent and Trademark Office funding.

35U.S.C. 41 Patent fees, patent and trademark search
systems.

(@) GENERAL FEES. — The Director shall charge thefollowing
fees:

(1) FILINGAND BASIC NATIONAL FEES. —
(A) On filing each application for an origina patent,
except for design, plant, or provisional applications, $330.

(B) On filing each application for an original design
patent, $220.
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(C) On filing each application for an origina plant
patent, $220.

(D) On filing each provisional application for an
origina patent, $220.

(E) Onfiling each application for thereissue of apatent,
$330.

(F) The basic national fee for each international
application filed under the treaty defined in section 351(a) entering the
national stage under section_ 371, $330.

(G) In addition, excluding any sequence listing or
computer program listing filed in electronic medium as prescribed by
the Director, for any application the specification and drawings of which
exceed 100 sheets of paper (or equivalent as prescribed by the Director
if filed in an electronic medium), $270 for each additional 50 sheets of
paper (or equivalent as prescribed by the Director if filed in an electronic
medium) or fraction thereof.

(2) EXCESSCLAIMSFEES. —

(A) IN GENERAL. — In addition to the fee specified
in paragraph (1) —

(i) onfiling or on presentation at any other time,
$220 for each claim in independent form in excess of 3;

(ii) onfiling or on presentation at any other time,
$52 for each claim (whether dependent or independent) in excess of 20;
and

(iii) for each application containing a multiple
dependent claim, $390.

(B) MULTIPLE DEPENDENT CLAIMS.— For the
purpose of computing fees under subparagraph (A), amultiple dependent
claim referred to in section 112 or any claim depending therefrom shall
be considered as separate dependent claims in accordance with the
number of claims to which reference is made.

(C) REFUNDS; ERRORS IN PAYMENT.— The
Director may by regulation provide for arefund of any part of the fee
specified in subparagraph (A) for any claim that is canceled before an
examination on the merits, as prescribed by the Director, has been made
of the application under section 131. Errorsin payment of the additional
feesunder this paragraph may berectified in accordance with regulations
prescribed by the Director.

(3) EXAMINATION FEES. —

(A) IN GENERAL —

(i) For examination of each application for an
origina patent, except for design, plant, provisional, or international
applications, $220.

(if) For examination of each application for an
original design patent, $140.

(iii) For examination of each application for an
original plant patent, $170.

(iv) For examination of the national stage of each
international application, $220.

(v) For examination of each application for the
reissue of a patent, $650.

(B) APPLICABILITY OF OTHER FEE
PROVISIONS.— The provisions of paragraphs (3) and (4) of section
111(a) relating to the payment of the fee for filing the application shall
apply to the payment of the fee specified in subparagraph (A) with
respect to an application filed under section_111(a). The provisions of
section 371(d) relating to the payment of the national fee shall apply to
the payment of the fee specified subparagraph (A) with respect to an
international application.

(4) ISSUE FEES. —

(A) For issuing each original patent, except for design
or plant patents, $1,510.
(B) For issuing each original design patent, $860.
(C) For issuing each original plant patent, $1,190.
(D) For issuing each reissue patent, $1,510.
(5) DISCLAIMER FEE. — Onfiling each disclaimer, $140.



PATENT LAWS §41

(6) APPEAL FEES. —

(A) Onfiling an appeal from the examiner to the Patent
Trial and Appeal Board, $540.

(B) Inaddition, onfiling abrief in support of the appeal,
$540, and on requesting an oral hearing in the appeal before the Patent
Trial and Appeal Board, $1,080.

(7) REVIVAL FEES. — On filing each petition for the
revival of an unintentionally abandoned application for a patent, for the
unintentionally delayed payment of the fee for issuing each patent, or
for an unintentionally delayed response by the patent owner in any
reexamination proceeding, $1,620, unless the petition is filed under
section 133 or_151, in which case the fee shall be $540.

(8) EXTENSION FEES. — For petitions for 1-month
extensions of time to take actions required by the Director in an
application —

(A) onfiling afirst petition, $130;

(B) on filing asecond petition, $360; and

(C) onfiling athird or subsequent petition, $620.
(b) MAINTENANCE FEES. —

(1) IN GENERAL.— The Director shal charge the
following feesfor maintaining in force all patents based on applications
filed on or after December 12, 1980:

(A) Threeyears and 6 months after grant, $980.
(B) Seven years and 6 months after grant, $2,480.
(C) Eleven years and 6 months after grant, $4,110.
(2) GRACE PERIOD; SURCHARGE.— Unless payment
of the applicable maintenance fee under paragraph (1) isreceivedin the
Office on or before the date the fee is due or within agrace period of 6
months thereafter, the patent shall expire as of the end of such grace
period. The Director may require the payment of a surcharge as a
condition of accepting within such 6-month grace period the payment
of an applicable maintenance fee.
(3) NOMAINTENANCE FEE FOR DESIGN OR PLANT
PATENT.— No fee may be established for maintaining a design or
plant patent in force.

(c) DELAYSIN PAYMENT OF MAINTENANCE FEES—

(1) ACCEPTANCE.—The Director may accept the payment
of any maintenance fee required by subsection (b) of this section which
is made within twenty-four months after the six-month grace period if
the delay is shown to the satisfaction of the Director to have been
unintentional, or at any time after the six-month grace period if the delay
is shown to the satisfaction of the Director to have been unavoidable.
The Director may require the payment of a surcharge as a condition of
accepting payment of any maintenance fee after the six-month grace
period. If the Director accepts payment of a maintenance fee after the
six-month grace period, the patent shall be considered as not having
expired at the end of the grace period.

(2) EFFECT ON RIGHTS OF OTHERS.— A patent, the
term of which has been maintained as a result of the acceptance of a
payment of a maintenance fee under this subsection, shall not abridge
or affect the right of any person or that person’s successors in business
who made, purchased, offered to sell, or used anything protected by the
patent within the United States, or imported anything protected by the
patent into the United States after the 6-month grace period but prior to
the acceptance of a maintenance fee under this subsection, to continue
the use of, to offer for sale, or to sell to others to be used, offered for
sale, or sold, the specific thing so made, purchased, offered for sale,
used, or imported. The court before which such matter isin question
may provide for the continued manufacture, use, offer for sale, or sale
of thething made, purchased, offered for sale, or used within the United
States, or imported into the United States, as specified, or for the
manufacture, use, offer for sale, or sale in the United States of which
substantial preparation was made after the 6-month grace period but
before the acceptance of a maintenance fee under this subsection, and

the court may also provide for the continued practice of any process
that is practiced, or for the practice of which substantial preparation was
made, after the 6-month grace period but before the acceptance of a
maintenance fee under this subsection, to the extent and under such
terms as the court deems equitable for the protection of investments
made or business commenced after the 6-month grace period but before
the acceptance of a maintenance fee under this subsection.
(d) PATENT SEARCH AND OTHER FEES. —

(1) PATENT SEARCH FEES. —

(A) IN GENERAL.— The Director shall charge the
fees specified under subparagraph (B) for the search of each application
for a patent, except for provisional applications. The Director shall
adjust the fees charged under this paragraph to ensure that the fees
recover an amount not to exceed the estimated average cost to the Office
of searching applications for patent by Office personnel.

(B) SPECIFIC FEES—The fees referred to in
subparagraph (A) are—

(i) $540for each application for anoriginal patent,
except for design, plant, provisional, or international applications;

(i) $100 for each application for an original design
patent;

(iii) $330for each application for an original plant
patent;

(iv) $540 for the national stage of each
international application; and

(v) $540 for each application for the reissue of a
patent.

(C) APPLICABILITY OF OTHER PROVISIONS—
The provisions of paragraphs (3) and (4) of section_ 111 (a) relating to
the payment of the fee for filing the application shall apply to the
payment of the fee specified in this paragraph with respect to an
application filed under section 111(a). The provisions of section 371(d)
relating to the payment of the national fee shall apply to the payment
of the fee specified in this paragraph with respect to an international
application.

(D) REFUNDS.— The Director may by regulation
provide for arefund of any part of the fee specified in this paragraph
for any applicant who filesawritten declaration of express abandonment
as prescribed by the Director before an examination has been made of
the application under section 131.

(2) OTHER FEES—

(A) IN GENERAL.— The Director shall establish fees
for al other processing, services, or materials relating to patents not
specified in this section to recover the estimated average cost to the
Office of such processing, services, or materials, except that the Director
shall charge the following fees for the following services:

(i) For recording a document affecting title, $40
per property.

(ii) For each photocopy, $.25 per page.

(iii) For each black and white copy of apatent, $3.

(B) COPIES FOR LIBRARIES.—The yearly fee for

providing alibrary specified in section 12 with uncertified printed copies
of the specifications and drawings for all patentsin that year shall be
$50.

() WAIVER OF FEES; COPIES REGARDING NOTICE.—
The Director may waive the payment of any fee for any service or
material related to patentsin connection with an occasional or incidental
request made by a department or agency of the Government, or any
officer thereof. The Director may provide any applicant issued anotice
under section 132 with a copy of the specifications and drawings for
all patentsreferred to in that notice without charge.

(f) ADJIUSTMENT OF FEES— The fees established in
subsections (a) and (b) of this section may be adjusted by the Director
on October 1, 1992, and every year thereafter, to reflect any fluctuations
occurring during the previous 12 months in the Consumer Price Index,
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as determined by the Secretary of Labor. Changes of less than 1 per
centum may be ignored.
(9) [Repealed]

(h) FEESFOR SMALL ENTITIES—

(1) REDUCTIONS IN FEES— Subject to paragraph (3),
fees charged under subsections (a), (b) and (d)(1) shall be reduced by
50 percent with respect to their application to any small business concern
as defined under section 3 of the Small Business Act, and to any
independent inventor or nonprofit organization as defined in regulations
issued by the Director.

(2) SURCHARGES AND OTHER FEES.— With respect
toitsapplication to any entity described in paragraph (1), any surcharge
or fee charged under subsection (c) or (d) shall not be higher than the
surcharge or fee required of any other entity under the same or
substantially similar circumstances.

(3) REDUCTION FOR ELECTRONIC FILING.— Thefee
charged under subsection (a)(1)(A) shall be reduced by 75 percent with
respect to its application to any entity to which paragraph (1) applies,
if the application is filed by electronic means as prescribed by the
Director.

(i) ELECTRONIC PATENT AND TRADEMARK DATA.—

(1) MAINTENANCE OF COLLECTIONS.— TheDirector
shall maintain, for use by the public, paper, microform or electronic
collections of United States patents, foreign patent documents, and
United States trademark registrations arranged to permit search for and
retrieval of information. The Director may not impose fees directly for
the use of such collections, or for the use of the public patent and
trademark search rooms or libraries.

(2) AVAILABILITY OF AUTOMATED SEARCH
SYSTEMS.— The Director shall providefor the full deployment of the
automated search systems of the Patent and Trademark Office so that
such systems are available for use by the public, and shall assure full
access by the public to, and dissemination of, patent and trademark
information, using avariety of automated methods, including electronic
bulletin boards and remote access by usersto mass storage and retrieval
systems.

(3) ACCESS FEES.— The Director may establish reasonable
fees for access by the public to the automated search systems of the
Patent and Trademark Office. If such fees are established, a limited
amount of free access shall be made available to users of the systems
for purposes of education and training. The Director may waive the
payment by an individual of fees authorized by this subsection upon a
showing of need or hardship, and if such waiver isin the public interest.

(4) ANNUAL REPORT TO CONGRESS.— The Director
shall submit to the Congress an annual report on the automated search
systems of the Patent and Trademark Office and the access by the public
to such systems. The Director shall also publish such report in the
Federal Register. The Director shall provide an opportunity for the
submission of comments by interested persons on each such report.

(Amended July 24, 1965, Public Law 89-83, sec. 1, 2, 79 Stat. 259; Jan.
2, 1975, Public Law 93-596, sec. 1, Jan. 2, 1975, 88 Stat. 1949; Nov.
14, 1975, Public Law 94-131, sec. 3, 89 Stat. 690; subsection (g)
amended Dec. 12, 1980, Public Law 96-517, sec. 2, 94 Stat. 3017; Aug.
27,1982, Public Law 97-247, sec. 3(a)-(e), 96 Stat. 317; subsections
(8)-(d) amended Sept. 8, 1982, Public Law 97-256, sec. 101, 96 Stat.
816; subsection (a)(6) amended Nov. 8, 1984, Public Law 98-622, sec.
204(a), 98 Stat. 3388; subsection (h) added Nov. 6, 1986, Public Law
99-607, sec. 1(b)(2), 100 Stat. 3470; subsections (@), (b), (d), (f), and
(g) amended Dec. 10, 1991, Public Law 102-204, sec. 5, 105 Stat. 1637;
subsections (a)(9) - (15) and (i) added Dec. 10, 1991, Public Law
102-204, sec. 5, 105 Stat. 1637; subsection (c)(1) amended Oct. 23,
1992, Public Law 102-444, sec. 1, 106 Stat. 2245; subsection (a)(1)(C)
added Dec. 8, 1994, Public Law 103-465, sec. 532(b)(2), 108 Stat. 4986;
subsection (c)(2) amended, Dec. 8, 1994, Public Law 103-465, sec.
533(b)(1), 108 Stat. 4988; subsections (&)-(b) revised Nov. 10, 1998,
Public Law 105-358, sec. 3, 112 Stat. 3272.; amended Nov. 29, 1999,
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Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-554, 570, 582,
589 (S. 1948 secs. 4202, 4605(a), 4732(a)(5), 4732(a)(10)(A)) and
4804(d)); amended Sept. 16, 2011, Public Law 112-29, secs. 11
(effective Sept. 16, 2011) and 20(j) (effective Sept. 16, 2012), 125 Stat.
284.)

35U.S.C. 42 Patent and Trademark Office funding.

(&) All feesfor services performed by or materials furnished by
the Patent and Trademark Office will be payable to the Director.

(b) All fees paid to the Director and all appropriations for
defraying the costs of the activities of the Patent and Trademark Office
will be credited to the Patent and Trademark Office Appropriation
Account in the Treasury of the United States.

(¢) (1) Totheextent and in the amounts provided in advance in
appropriations Acts, fees authorized in this title or any other Act to be
charged or established by the Director shall be collected by and shall,
subject to paragraph (3), be available to the Director to carry out the
activities of the Patent and Trademark Office.

(2) There is established in the Treasury a Patent and
Trademark Fee Reserve Fund. If fee collections by the Patent and
Trademark Office for afiscal year exceed the amount appropriated to
the Officefor that fiscal year, fees collected in excess of the appropriated
amount shall be deposited in the Patent and Trademark Fee Reserve
Fund. To the extent and in the amounts provided in appropriationsActs,
amounts in the Fund shall be made available until expended only for
obligation and expenditure by the Office in accordance with paragraph
(3).

(3) (A) Any feesthat are collected under thistitle, and any
surcharges on such fees, may only be used for expenses of the Office
relating to the processing of patent applications and for other activities,
services, and materials relating to patents and to cover a proportionate
share of the administrative costs of the Office.

(B) Any feesthat are collected under section 31 of the
Trademark Act of 1946, and any surcharges on such fees, may only be
used for expenses of the Office relating to the processing of trademark
registrations and for other activities, services, and materials relating to
trademarks and to cover aproportionate share of the administrative costs
of the Office.

(d) The Director may refund any fee paid by mistake or any
amount paid in excess of that required.

(e) The Secretary of Commerce shall, on the day each year on
which the President submits the annual budget to the Congress, provide
to the Committees on the Judiciary of the Senate and the House of
Representatives:

(1) alist of patent and trademark fee collections by the Patent
and Trademark Office during the preceding fiscal year;

(2) alist of activities of the Patent and Trademark Office
during the preceding fiscal year which were supported by patent fee
expenditures, trademark fee expenditures, and appropriations;

(3) budget plans for significant programs, projects, and
activities of the Office, including out-year funding estimates;

(4) any proposed disposition of surplus fees by the Office;
and

(5) such other information as the committees consider
necessary.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 4, 89 Stat. 690; Dec.
12, 1980, Public Law 96-517, sec. 3, 94 Stat. 3018; Aug. 27, 1982,
Public Law 97-247, sec. 3(g), 96 Stat. 319; Sept. 13, 1982, Public Law
97-258, sec. 3(i), 96 Stat. 1065; subsection (c) amended Dec. 10, 1991,
Public Law 102-204, sec. 5(e), 105 Stat. 1640; subsection (€) added
Dec. 10, 1991, Public Law 102-204, sec. 4, 105 Stat. 1637; subsection
(c) revised Nov. 10, 1998, Public Law 105-358, sec. 4, 112 Stat. 3274;
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-555, 582 (S. 1948 secs. 4205 and 4732(a)(10)(A)); subsection
(c) amended Sept. 16, 2011, Public Law 112-29, sec. 22, 125 Stat. 284,
effective Oct. 1, 2011; subsection (c)(3) amended Jan. 14, 2013, Public
Law 112-274, sec. 1(j), ____ Stat. )



PATENT LAWS

PART Il — PATENTABILITY OF
INVENTIONSAND GRANT OF PATENTS

CHAPTER 10 — PATENTABILITY OF
INVENTIONS

Sec.
100 (note) AlA First inventor to file provisions.

100 Definitions

100 (pre-AlA) Definitions.

101 Inventions patentable.

102 Conditionsfor patentability; novelty.

102 (pre-AlA) Conditionsfor patentability; novelty
and loss of right to patent.

103 Conditions for patentability; non-obvious
subject matter.

103 (pre-AlA) Conditions for patentability;
non-obvious subject matter.

104 [Repealed]
104 (pre-AlA) Invention made abroad.

105 Inventionsin outer space.
35 U.S.C. 100 (note) AlA First inventor to file provisions.

Thefirst inventor tofile provisions of the Leahy-Smith Americalnvents
Act (AlA) apply to any application for patent, and to any patent issuing
thereon, that contains or contained at any time—

(A) aclamtoaclaimed invention that has an effectivefiling date
on or after March 16, 2013 wherein the effective filing date is:

(i) if subparagraph (ii) does not apply, the actual filing date
of the patent or the application for the patent containing a claim to the
invention; or

(i) thefiling date of the earliest application for which the
patent or applicationisentitled, asto such invention, to aright of priority
under section 119, 365(a), or 365(b) or to the benefit of an earlier filing
date under section 120, 121, or 365(c); or

(B) aspecific reference under section 120, 121, or 365(c) of title
35, United States Code, to any patent or application that contains or
contained at any time such aclaim.

(Sept. 16, 2011, Public Law 112-29, sec. 3(n)(1) (effective March 16,
2013), 125 Stat. 284.)

35U.S.C. 100 Definitions.

[Editor Note: 35 U.S.C. 100(e)-(j) as set forth below are only applicable

to patent applications and patents subject to the first inventor to file
provisions of the AIA (35 U.S.C. 100 (note)). See 35 U.S.C. 100(e)
(pre-AlA) for subsection (€) as otherwise applicable]

When used in this title unless the context otherwise indicates -

(&) Theterm “invention” means invention or discovery.

(b) Theterm*“process’ means process, art, or method, and includes
anew use of aknown process, machine, manufacture, composition of
metter, or material.

(c) Theterms*“United States’ and “this country” mean the United
States of America, itsterritories and possessions.

§102

(d) Theword “patentee” includes not only the patentee to whom
the patent was issued but &l so the successorsin title to the patentee.

(e) The term “third-party requester” means a person requesting
ex parte reexamination under section 302 who is not the patent owner.

(f) The term “inventor" means the individud or, if a joint
invention, the individuals collectively who invented or discovered the
subject matter of the invention.

(9) The terms "joint inventor" and "coinventor" mean any 1 of
theindividuals who invented or discovered the subject matter of ajoint
invention.

(h) Theterm"joint research agreement” meansawritten contract,
grant, or cooperative agreement entered into by 2 or more persons or
entitiesfor the performance of experimental, developmental, or research
work in the field of the claimed invention.

(i) (1) Theterm "effectivefiling date” for a claimed invention in
apatent or application for patent means—

(A\) if subparagraph (B) does not apply, the actual filing
date of the patent or the application for the patent containing aclaim to
the invention; or

(B) thefiling date of the earliest application for which
the patent or application is entitled, as to such invention, to aright of
priority under section 119, 365(a), or 365(b) or to the benefit of an
earlier filing date under section 120, 121, or 365(c).

(2) The effective filing date for a claimed invention in an
applicationfor reissue or reissued patent shall be determined by deeming
theclaim to theinvention to have been contained in the patent for which
reissue was sought.

() Theterm"claimed invention" meansthe subject matter defined
by aclaim in apatent or an application for a patent.

(Subsection (e) added Nov. 29, 1999, Public Lav 106-113, sec.
1000(a)(9), 113 Stat. 1501A-567 (S. 1948 sec. 4603); subsection (€)
amended and subsections (f) - (j) added Sept. 16, 2011, Public Law
112-29, sec. 3(a) (effective March 16, 2013), 125 Stat. 284.)

35U.S.C. 100 (pre-AlA) Definitions.

[Editor Note: Pre-AlA 35 U.S.C. 100(e) as set forth below is is not
applicable to any patent application subject to the first inventor to file
provisionsof the AlA (see 35 U.S.C. 100 (note)). See 35 U.S.C. 100(e)-(j)
for the law otherwise applicable]

When used in this title unless the context otherwise indicates -

*kkk*k

(e) The term “third-party requester” means a person requesting
ex parte reexamination under section 302 or inter partes reexamination
under section 311 who is not the patent owner.

(Subsection (e) added Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-567 (S. 1948 sec. 4603).)

35U.S.C. 101 Inventionspatentable.

Whoever invents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and useful
improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of thistitle.

(Public Law 112-29, sec. 33, 125 Stat. 284 (Sept. 16, 2011) provided a
limitation on the issuance of patents (see AIA 8§ 33).)

35 U.S.C. 102 Conditionsfor patentability; novelty.

[Editor Note: Applicable to any patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35
U.S.C. 102 (pre-Al A) for the law otherwise applicable.]

(& NOVELTY; PRIOR ART.—A person shall be entitled to a
patent unless—
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(2) theclaimed invention was patented, described in aprinted
publication, or in public use, on sale, or otherwise availableto the public
before the effective filing date of the claimed invention; or

(2) the claimed invention was described in a patent issued
under section 151, or in an application for patent published or deemed
published under section 122(b), in which the patent or application, as
the case may be, names another inventor and was effectively filed before
the effective filing date of the claimed invention.

(b) EXCEPTIONS.—

(1) DISCLOSURES MADE 1YEAR OR LESS BEFORE
THE EFFECTIVE FILING DATE OF THE CLAIMED
INVENTION.—A disclosure made 1 year or less before the effective
filing date of a claimed invention shall not be prior art to the claimed
invention under subsection (a)(1) if—

(A) the disclosure was made by the inventor or joint
inventor or by another who obtai ned the subject matter disclosed directly
or indirectly from the inventor or ajoint inventor; or

(B) the subject matter disclosed had, before such
disclosure, been publicly disclosed by the inventor or ajoint inventor
or another who obtained the subject matter disclosed directly or
indirectly from the inventor or ajoint inventor.

(2) DISCLOSURES APPEARING IN APPLICATIONS
AND PATENTS—A disclosure shall not be prior art to a claimed
invention under subsection (a)(2) if—

(A) the subject matter disclosed was obtained directly
or indirectly from the inventor or ajoint inventor;

(B) the subject matter disclosed had, before such subject
matter was effectively filed under subsection (a)(2), been publicly
disclosed by the inventor or ajoint inventor or another who obtained
the subject matter disclosed directly or indirectly from the inventor or
ajoint inventor; or

(C) the subject matter disclosed and the claimed
invention, not later than the effectivefiling date of the claimed invention,
were owned by the same person or subject to an obligation of assignment
to the same person.

(0 COMMON OWNERSHIP UNDER JOINT RESEARCH
AGREEMENTS.—Subject matter disclosed and a claimed invention
shall be deemed to have been owned by the same person or subject to
an obligation of assignment to the same person in applying the provisions
of subsection (b)(2)(C) if—

(1) the subject matter disclosed was developed and the
claimed invention was made by, or on behalf of, 1 or more partiesto a
joint research agreement that was in effect on or before the effective
filing date of the claimed invention;

(2) the claimed invention was made as a result of activities
undertaken within the scope of the joint research agreement; and

(3) the application for patent for the claimed invention
discloses or is amended to disclose the names of the parties to the joint
research agreement.

(d) PATENTSAND PUBLISHED APPLICATIONSEFFECTIVE

AS PRIOR ART.—For purposes of determining whether a patent or
application for patent isprior art to aclaimed invention under subsection
(8)(2), such patent or application shall be considered to have been
effectively filed, with respect to any subject matter described in the
patent or application—

(1) if paragraph (2) does not apply, as of the actual filing
date of the patent or the application for patent; or

(2) if the patent or application for patent is entitled to claim
aright of priority under section 119, 365(a), or 365(b) or to claim the
benefit of an earlier filing date under section 120, 121, or 365(c), based
upon 1 or more prior filed applications for patent, as of the filing date
of the earliest such application that describes the subject matter.

March 2014

MANUAL OF PATENT EXAMINING PROCEDURE

(Amended July 28, 1972, Public Law 92-358, sec. 2, 86 Stat. 501; Nov.
14, 1975, Public Law 94-131, sec. 5, 89 Stat. 691; subsection (€)
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(8)(9), 113 Stat.
1501A-565 (S. 1948 sec. 4505); subsection (g) amended Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-590 (S. 1948
sec. 4806); subsection (€) amended Nov. 2, 2002, Public Law 107-273,
sec. 13205, 116 Stat. 1903; amended Sept. 16, 2011, Public Law 112-29,
sec. 3(b), 125 Stat. 284, effective March 16, 2013.*)

(Public Law 112-29, sec. 14, 125 Stat. 284 (Sept. 16, 2011) provided
that tax strategies are deemed to be within the prior art (see AIA §14).)

*NOTE: The provisions of 35 U.S.C. 102(qg), asin effect on March
15, 2013, shall also apply to each claim of an application for patent, and
any patent issued thereon, for which the first inventor to file provisions
of the AIA apply (see 35 U.S.C. 100 (note)), if such application or
patent contains or contained at any time a claim to a claimed invention
to which is not subject to the first inventor to file provisions of the
AlA]

35U.S.C. 102 (pre-AlA) Conditionsfor patentability;
novelty and loss of right to patent.

[Editor Note: With the exception of subsection (g)*), not applicable to
any patent application subject to the first inventor to file provisions of
the AIA (see 35 U.S.C. 100 (note)). See 35 U.S.C. 102 for the law
otherwise applicable]

A person shall be entitled to a patent unless —

(@ theinvention was known or used by othersin this country, or
patented or described in aprinted publicationin thisor aforeign country,
before the invention thereof by the applicant for patent, or

(b) theinvention was patented or described in aprinted publication
in this or a foreign country or in public use or on sale in this country,
more than one year prior to the date of the application for patent in the
United States, or

(¢) he has abandoned the invention, or

(d) theinvention was first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or hislegal
representatives or assigns in aforeign country prior to the date of the
application for patent in this country on an application for patent or
inventor's certificate filed more than twelve months before the filing
of the application in the United States, or

(e) theinventionwasdescribed in— (1) an application for patent,
published under section 122(b), by another filed in the United States
before the invention by the applicant for patent or (2) a patent granted
on an application for patent by another filed in the United States before
the invention by the applicant for patent, except that an international
application filed under the treaty defined in section 351(a) shall have
the effects for the purposes of this subsection of an application filed in
the United States only if the international application designated the
United States and was published under Article 21(2) of such treaty in
the English language; or

(f) he did not himself invent the subject matter sought to be
patented, or

(9) (1) during the course of an interference conducted under
section 135 or section 291, another inventor involved therein establishes,
to the extent permitted in section 104, that before such person’'s
invention thereof the invention was made by such other inventor and
not abandoned, suppressed, or concealed, or

(2) before such person’s invention thereof, the invention
was made in this country by another inventor who had not abandoned,
suppressed, or concealed it. In determining priority of invention under
this subsection, there shall be considered not only the respective dates
of conception and reduction to practice of the invention, but also the
reasonabl e diligence of onewho wasfirst to conceive and last to reduce
to practice, from atime prior to conception by the other.
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(Amended July 28, 1972, Public Law 92-358, sec. 2, 86 Stat. 501; Nov.
14, 1975, Public Law 94-131, sec. 5, 89 Stat. 691; subsection (€)
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-565 (S. 1948 sec. 4505); subsection (g) amended Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-590 (S. 1948
sec. 4806); subsection (e) amended Nov. 2, 2002, Public Law 107-273,
sec. 13205, 116 Stat. 1903.)

(Public Law 112-29, sec. 14, 125 Stat. 284 (Sept. 16, 2011) provided
that tax strategies are deemed to bewithin the prior art (see AIA § 14).)

*NOTE: The provisions of 35 U.S.C. 102(qg), as in effect on March
15, 2013, shall apply to each claim of an application for patent, and any
patent issued thereon, for which the first inventor to file provisions of

the AIA apply (see 35 U.S.C. 100 (note), if such application or patent
contains or contained at any time—

(A) aclaim to an invention having an effective filing date as
defined in section 100(i) of title 35, United States Code, that occurs
before March 16, 2013; or

(B) aspecific reference under section 120, 121, or 365(c) of title
35, United States Code, to any patent or application that contains or
contained at any time such aclaim.

35U.S.C. 103 Conditionsfor patentability; non-obvious
subject matter.

[Editor Note: Applicable to any patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35
U.S.C. 103 (pre-Al A) for the law otherwise applicable]

A patent for a claimed invention may not be obtained, notwithstanding
that the claimed invention is not identically disclosed as set forth in
section 102, if the differences between the claimed invention and the
prior art are such that the claimed invention as awholewould have been
obvious before the effective filing date of the claimed invention to a
person having ordinary skill in the art to which the claimed invention
pertains. Patentability shall not be negated by the manner in which the
invention was made.

(Amended Nov. 8, 1984, Public Law 98-622, sec. 103, 98 Stat. 3384;
Nov. 1, 1995, Public Law 104-41, sec.1, 109 Stat. 3511; subsection (c)
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-591 (S. 1948 sec. 4807); subsection (c) amended Dec. 10, 2004,
Public Law 108-453, sec. 2, 118 Stat. 3596; amended Sept. 16, 2011,
Public Law 112-29, secs. 20(j) (effective Sept. 16, 2012) and 3(c)
(effective March 16, 2013), 125 Stat. 284.)

(Public Law 112-29, sec. 14, 125 Stat. 284 (Sept. 16, 2011) provided
that tax strategies are deemed to be within the prior art (see AIA § 14).)

35U.S.C. 103 (pre-AlA) Conditionsfor patentability;
non-obvious subject matter.

[Editor Note: Not applicable to any patent application subject to the
first inventor to file provisions of the AlA (see 35 U.S.C. 100 (note)).
See 35 U.S.C. 103 for the law otherwise applicable.]

(@ A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102 , if the
differences between the subject matter sought to be patented and the
prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary
skill in the art to which said subject matter pertains. Patentability shall
not be negatived by the manner in which the invention was made.

(b) (1) Notwithstanding subsection (a), and upon timely election
by the applicant for patent to proceed under this subsection, a

§103
(pre-AlA)

biotechnological process using or resulting in a composition of matter
that isnovel under section 102 and nonobvious under subsection (&) of
this section shall be considered nonobviousiif-

(A) claimsto the process and the composition of matter
are contained in either the same application for patent or in separate
applications having the same effective filing date; and

(B) the composition of matter, and the process at the
time it was invented, were owned by the same person or subject to an
obligation of assignment to the same person.

(2) A patent issued on a process under paragraph (1)-

(A) shal also contain the claims to the composition of
matter used in or made by that process, or
(B) shall, if such composition of matter is claimed in
another patent, be set to expire on the same date as such other patent,
notwithstanding section 154.
(3) For purposes of paragraph (1), theterm “biotechnol ogical
process’ means-

(A) a process of genetically altering or otherwise
inducing asingle- or multi-celled organism to-

(i) express an exogenous nuclectide sequence,
(ii) inhibit, eliminate, augment, or alter expression
of an endogenous nucl eotide sequence, or
(iii) expressaspecific physiologica characteristic
not naturally associated with said organism;
(B) cell fusion procedures yielding a cell line that
expresses a specific protein, such as amonoclonal antibody; and
(C) amethod of using a product produced by aprocess
defined by subparagraph (A) or (B), or acombination of subparagraphs
(A) and (B).

(©) (1) Subject matter developed by another person, which
qualifies as prior art only under one or more of subsections (e), (), and
(9) of_section 102, shall not preclude patentability under this section
where the subject matter and the claimed invention were, at the time
the claimed invention was made, owned by the same person or subject
to an obligation of assignment to the same person.

(2) For purposes of this subsection, subject matter devel oped
by another person and aclaimed invention shall be deemed to have been
owned by the same person or subject to an obligation of assignment to
the same person if —

(A) the claimed invention was made by or on behalf of
partiesto ajoint research agreement that was in effect on or before the
date the claimed invention was made;

(B) the claimed invention was made as a result of
activities undertaken within the scope of the joint research agreement;
and

(C) theapplication for patent for the claimed invention
discloses or is amended to disclose the names of the partiesto the joint
research agreement.

(3) For purposes of paragraph (2), the term “joint research
agreement” means a written contract, grant, or cooperative agreement
entered into by two or more persons or entities for the performance of
experimental, developmental, or research work in thefield of the claimed
invention.

(Amended Nov. 8, 1984, Public Law 98-622, sec. 103, 98 Stat. 3384;
Nov. 1, 1995, Public Law 104-41, sec.1, 109 Stat. 3511; subsection (c)
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-591 (S. 1948 sec. 4807); subsection (c) amended Dec. 10, 2004,
Public Law 108-453, sec. 2, 118 Stat. 3596; amended Sept. 16, 2011,
Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

(Public Law 112-29, sec. 14, 125 Stat. 284 (Sept. 16, 2011) provided
that tax strategies are deemed to be within the prior art (see AIA §14).)
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35 U.SC. 104 [Repedled]

(Repealed Sept. 16, 2011, Public Law 112-29, sec. 3(d) (effective March
16, 2013), 125 Stat. 284.)

35 U.S.C. 104 (pre-AlA) Invention made abroad.

[Editor Note: Not applicable to any patent application subject to the
first inventor to file provisions of the AlA (see 35 U.S.C. 100 (note)).
35 U.SC. 104 repealed with regard to such applications).]

(8) IN GENERAL.—

(1) PROCEEDINGS.—In proceedings in the Patent and
Trademark Office, in the courts, and before any other competent
authority, an applicant for a patent, or a patentee, may not establish a
date of invention by reference to knowledge or use thereof, or other
activity with respect thereto, in aforeign country other than a NAFTA
country or aWTO member country, except as provided in sections 119
and 365.

(2) RIGHTS—If an invention was made by a person, civil
or military—

(A) while domiciled in the United States, and serving
in any other country in connection with operations by or on behalf of
the United States,

(B) while domiciled in a NAFTA country and serving
in another country in connection with operations by or on behalf of that
NAFTA country, or

(C) while domiciled in a WTO member country and
serving in another country in connection with operations by or on behalf
of that WTO member country, that person shall be entitled to the same
rights of priority in the United States with respect to such invention as
if such invention had been made in the United States, that NAFTA
country, or that WTO member country, as the case may be.

(3) USE OF INFORMATION.—To the extent that any
informationinaNAFTA country or aWTO member country concerning
knowledge, use, or other activity relevant to proving or disproving a
date of invention has not been made available for use in a proceeding
in the Patent and Trademark Office, a court, or any other competent
authority to the same extent as such information could be made available
in the United States, the Director, court, or such other authority shall
draw appropriate inferences, or take other action permitted by statute,
rule, or regulation, in favor of the party that requested the information
in the proceeding.

(b) DEFINITIONS.—As used in this section—

(1) Theterm “NAFTA country” has the meaning given that
term in section 2(4) of the North American Free Trade Agreement
Implementation Act; and

(2) Theterm“WTO member country” hasthe meaning given
that term in section 2(10) of the Uruguay Round AgreementsAct.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov.
14, 1975, Public Law 94-131, sec. 6, 89 Stat. 691; Nov. 8, 1984, Public
Law 98-622, sec. 403(a), 98 Stat. 3392; Dec. 8, 1993, Public Law
103-182, sec. 331, 107 Stat. 2113; Dec. 8, 1994, Public Law 103-465,
sec. 531(a), 108 Stat. 4982; Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)); amended
Sept. 16, 2011, Public Law 112-29, sec. 20(]) (effective Sept. 16, 2012),
125 Stat. 284.

35U.S.C. 105 Inventionsin outer space.

(&) Any invention made, used, or sold in outer space on a space
object or component thereof under the jurisdiction or control of the
United States shall be considered to be made, used or sold within the
United States for the purposes of this title, except with respect to any
space object or component thereof that is specifically identified and
otherwise provided for by aninternational agreement to which the United
Statesisaparty, or with respect to any space object or component thereof
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that is carried on the registry of aforeign state in accordance with the
Convention on Registration of Objects Launched into Outer Space.

(b) Any invention made, used, or sold in outer space on a space
object or component thereof that is carried on the registry of aforeign
state in accordance with the Convention on Registration of Objects
Launched into Outer Space, shall be considered to be made, used, or
sold within the United States for the purposes of thistitleif specifically
so agreed in an international agreement between the United States and
the state of registry.

(Added Nov. 15, 1990, Public Law 101-580, sec. 1(a), 104 Stat. 2863.)

CHAPTER 11 — APPLICATION FOR PATENT

Sec.
111 Application.

111 (pre-AlA) Application.

112 Specification.

112 (pre-AlA) Specification.

113 Drawings.

114 Models, specimens.

115 Inventor's oath or declaration.

115 (pre-AlA) Oath of applicant.

116 Inventors.

116 (pre-AlA) Inventors.

117 Death or incapacity of inventor.

118 Filing by other than inventor.

118 (pre-AlA) Filing by other than inventor.

119 Benefit of earlier filing date; right of priority.
119 (pre-AlA) Benefit of earlier filing date; right

of priority.

120 Benefit of earlier filing date in the United
States.

120 (pre-AlA) Benefit of earlier filing date in the
United States.

121 Divisional applications.
121 (pre-AlA) Divisional applications.

122 Confidentia status of applications; publication
of patent applications.

123 Micro entity defined.

35U.S.C. 111 Application.

[Editor Note: Applicable to any patent application filed on or after

September 16, 2012. See 35 U.S.C. 111 (pre-Al A) for thelaw otherwise
applicable.]

() IN GENERAL. —

(1) WRITTEN APPLICATION.—An application for patent
shall be made, or authorized to be made, by the inventor, except as
otherwise provided in thistitle, in writing to the Director.
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(2) CONTENTS.—Such application shall include—

(A) aspecification as prescribed by section 112;
(B) adrawing as prescribed by section 113; and
(C) an oath or declaration as prescribed by section 115.

3 FEE AND OATH OR DECLARATION.—The
application must be accompanied by the fee required by law. The fee
and oath or declaration may be submitted after the specification and
any required drawing are submitted, within such period and under such
conditions, including the payment of a surcharge, as may be prescribed
by the Director.

(4 FAILURE TO SUBMIT.—Upon failure to submit the
feeand oath or declaration within such prescribed period, the application
shall be regarded as abandoned, unlessit is shown to the satisfaction of
the Director that the delay in submitting the fee and oath or declaration
was unavoidable or unintentional . Thefiling date of an application shall
be the date on which the specification and any required drawing are
received in the Patent and Trademark Office.

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisiona application for
patent shall be made or authorized to be made by the inventor, except
as otherwise provided in this title, in writing to the Director. Such
application shall include—

(A) a specification as prescribed by section _112(a);
and
(B) adrawing as prescribed by section 113.

(20 CLAIM.—A claim, as required by subsections (b)
through (e) of section 112, shall not be required in a provisiona
application.

(3) FEE—

(A) The application must be accompanied by the fee
required by law.

(B) The fee may be submitted after the specification
and any required drawing are submitted, within such period and under
such conditions, including the payment of a surcharge, as may be
prescribed by the Director.

(C) Upon failure to submit the fee within such
prescribed period, the application shall be regarded as abandoned, unless
itisshown to the satisfaction of the Director that the delay in submitting
the fee was unavoidable or unintentional .

(4) FILING DATE.—The filing date of a provisiona
application shall be the date on which the specification and any required
drawing are received in the Patent and Trademark Office.

(5) ABANDONMENT.—Notwithstanding the absence of
a claim, upon timely request and as prescribed by the Director, a
provisional application may be treated as an application filed under
subsection (&). Subject to section 119(€)(3), if no such request is made,
the provisional application shall be regarded as abandoned 12 months
after thefiling date of such application and shall not be subject to revival
after such 12-month period.

(6) OTHER BASIS FOR PROVISIONAL
APPLICATION.—Subject to all the conditions in this subsection and
section 119(e) of this title, and as prescribed by the Director, an
application for patent filed under subsection (a) may be treated as a
provisional application for patent.

(7) NO RIGHT OF PRIORITY OR BENEFIT OF
EARLIEST FILING DATE.—A provisiona application shall not be
entitled to the right of priority of any other application under section
119 or 365(a) or to the benefit of an earlier filing date in the United
States under section 120, 121, or 365(C).

(8) APPLICABLE PROVISIONS.—The provisions of this
title relating to applications for patent shal apply to provisiona
applications for patent, except as otherwise provided, and except that
provisional applications for patent shall not be subject to sections 131
and 135.

§111
(pre-AlA)

(Amended Aug. 27, 1982, Public Law 97-247, sec. 5, 96 Stat. 319; Dec.
8, 1994, Public Law 103-465, sec. 532(b)(3), 108 Stat. 4986; Nov. 29,
1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582, 588
(S. 1948 secs. 4732(8)(10)(A), 4801(a); Sept. 16, 2011, Public Law
112-29, secs. 4 and 20(j) (effective Sept. 16, 2012) and sec. 3(e)
(effective March 16, 2013), 125 Stat. 284.)

35U.S.C. 111 (pre-AlA) Application.

[Editor Note: Not applicableto any patent application filed on or after
September 16, 2012. See 35 U.S.C. 111 for the law otherwise
applicable]

(8) IN GENERAL.—

(1) WRITTEN APPLICATION.—An application for patent
shall be made, or authorized to be made, by the inventor, except as
otherwise provided in thistitle, in writing to the Director.

(2) CONTENTS.—Such application shall include—

(A) aspecification as prescribed by section 112 of this
title;

(B) adrawing as prescribed by section 113 of thistitle;
and

(C) an oath by the applicant as prescribed by section
115 of thistitle.

(3 FEE AND OATH.—The application must be
accompanied by the fee required by law. The fee and oath may be
submitted after the specification and any required drawing are submitted,
within such period and under such conditions, including the payment
of asurcharge, as may be prescribed by the Director.

(4) FAILURE TO SUBMIT.—Upon failure to submit the
fee and oath within such prescribed period, the application shall be
regarded as abandoned, unless it is shown to the satisfaction of the
Director that the delay in submitting the fee and oath was unavoidable
or unintentional. The filing date of an application shall be the date on
which the specification and any required drawing are received in the
Patent and Trademark Office.

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisional application for
patent shall be made or authorized to be made by the inventor, except
as otherwise provided in this title, in writing to the Director. Such
application shall include—

(A) aspecification as prescribed by the first paragraph
of section 112 of thistitle; and
(B) adrawing as prescribed by section 113 of thistitle.
(2) CLAIM.—A claim, as required by the second through
fifth paragraphs of section 112, shall not be required in a provisional
application.
(3) FEE—

(A) The application must be accompanied by the fee
required by law.

(B) The fee may be submitted after the specification
and any required drawing are submitted, within such period and under
such conditions, including the payment of a surcharge, as may be
prescribed by the Director.

(C) Upon failure to submit the fee within such
prescribed period, the application shall be regarded as abandoned, unless
itisshown to the satisfaction of the Director that the delay in submitting
the fee was unavoidable or unintentional .

(4) FILING DATE.—The filing date of a provisiona
application shall be the date on which the specification and any required
drawing are received in the Patent and Trademark Office.

(5) ABANDONMENT.—Notwithstanding the absence of
a claim, upon timely request and as prescribed by the Director, a
provisional application may be treated as an application filed under
subsection (a). Subject to section 119(e)(3) of thistitle, if no such request
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is made, the provisional application shall be regarded as abandoned 12
months after the filing date of such application and shall not be subject
to revival after such 12-month period.

(6) OTHER BASIS FOR PROVISIONAL
APPLICATION.—Subject to al the conditions in this subsection and
section 119(e) of this title, and as prescribed by the Director, an
application for patent filed under subsection (a) may be treated as a
provisional application for patent.

(7) NO RIGHT OF PRIORITY OR BENEFIT OF
EARLIEST FILING DATE.—A provisiona application shall not be
entitled to the right of priority of any other application under section
119 or 365(a) of thistitle or to the benefit of an earlier filing datein the
United States under section 120, 121, or 365(c) of thistitle.

(8) APPLICABLE PROVISIONS.—The provisions of this
title relating to applications for patent shall apply to provisiona
applications for patent, except as otherwise provided, and except that
provisional applications for patent shall not be subject to sections 115,
131, 135, and 157 of thistitle.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 5, 96 Stat. 319; Dec.
8, 1994, Public Law 103-465, sec. 532(b)(3), 108 Stat. 4986; Nov. 29,
1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582, 588
(S. 1948 secs. 4732(a)(10)(A), 4801(a)).)

35U.S.C. 112 Specification.
[Editor Note: Applicable to any patent application filed on or after

September 16, 2012. See 35 U.S.C. 112 (pre-Al A) for thelaw otherwise
applicable]

(@ IN GENERAL.—The specification shall contain a written
description of the invention, and of the manner and process of making
and using it, in such full, clear, concise, and exact terms as to enable
any person skilled intheart towhichit pertains, or withwhichitismost
nearly connected, to make and use the same, and shall set forth the best
mode contemplated by the inventor or joint inventor of carrying out the
invention.

(b) CONCLUSION.—The specification shall conclude with one
or more claims particularly pointing out and distinctly claiming the
subject matter which the inventor or a joint inventor regards as the
invention.

(c) FORM.—A claim may be written in independent or, if the
nature of the case admits, in dependent or multiple dependent form.

(d) REFERENCE IN DEPENDENT FORMS.—Subject to
subsection (e), aclaim in dependent form shall contain areferenceto a
claim previously set forth and then specify a further limitation of the
subject matter claimed. A claim in dependent form shall be construed
to incorporate by reference al the limitations of the claim to which it
refers.

(e) REFERENCE IN MULTIPLE DEPENDENT FORM.—A
clam in multiple dependent form shall contain a reference, in the
dternative only, to more than one claim previously set forth and then
specify a further limitation of the subject matter claimed. A multiple
dependent claim shall not serve as a basis for any other multiple
dependent claim. A multiple dependent claim shall be construed to
incorporate by reference al the limitations of the particular claim in
relation to which it is being considered.

(f) ELEMENT IN CLAIM FOR A COMBINATION.—AnN
element in a claim for a combination may be expressed as a means or
step for performing a specified function without the recital of structure,
material, or acts in support thereof, and such claim shall be construed
to cover the corresponding structure, material, or acts described in the
specification and equivalents thereof.

(Amended July 24, 1965, Public Law 89-83, sec. 9, 79 Stat. 261; Nov.
14, 1975, Public Law 94-131, sec. 7, 89 Stat. 691; amended Sept. 16,
2011, Public Law 112-29, sec. 4(c), 125 Stat. 284, effective Sept. 16,
2012.)
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35U.S.C. 112 (pre-AlA) Specification.

[Editor Note: Not applicableto any patent application filed on or after
September 16, 2012. See 35 U.S.C. 112 for the law otherwise
applicable]

The specification shall contain a written description of the invention,
and of themanner and process of making and using it, in such full, clear,
concise, and exact terms as to enable any person skilled in the art to
which it pertains, or with which it is most nearly connected, to make
and use the same, and shall set forth the best mode contemplated by the
inventor of carrying out hisinvention.

The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the
applicant regards as hisinvention.

A claim may be written in independent or, if the nature of the case
admits, in dependent or multiple dependent form.

Subject to the following paragraph, a claim in dependent form shall
contain a reference to a claim previously set forth and then specify a
further limitation of the subject matter claimed. A claim in dependent
form shall be construed to incorporate by reference al the limitations
of the claim to which it refers.

A claim in multiple dependent form shall contain a reference, in the
aternative only, to more than one claim previously set forth and then
specify a further limitation of the subject matter claimed. A multiple
dependent claim shall not serve as a basis for any other multiple
dependent claim. A multiple dependent claim shall be construed to
incorporate by reference al the limitations of the particular claim in
relation to which it is being considered.

An element in a claim for a combination may be expressed as a means
or step for performing a specified function without the recital of
structure, material, or acts in support thereof, and such claim shall be
construed to cover the corresponding structure, material, or acts
described in the specification and equival ents thereof.

(Amended July 24, 1965, Public Law 89-83, sec. 9, 79 Stat. 261; Nov.
14, 1975, Public Law 94-131, sec. 7, 89 Stat. 691.)

35U.S.C. 113 Drawings.

The applicant shall furnish a drawing where necessary for the
understanding of the subject matter sought to be patented. When the
nature of such subject matter admits of illustration by a drawing and
the applicant has not furnished such adrawing, the Director may require
its submission within a time period of not less than two months from
the sending of anotice thereof. Drawings submitted after the filing date
of the application may not be used (i) to overcome any insufficiency of
the specification due to lack of an enabling disclosure or otherwise
inadequate disclosure therein, or (i) to supplement the original disclosure
thereof for the purpose of interpretation of the scope of any claim.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 8, 89 Stat. 691; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582
(S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 114 Models, specimens.

The Director may require the applicant to furnish amodel of convenient
size to exhibit advantageously the several parts of hisinvention.
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When theinvention relates to acomposition of matter, the Director may
require the applicant to furnish specimens or ingredients for the purpose
of inspection or experiment.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 115 Inventor’soath or declaration.
[Editor Note: Applicable to any patent application filed on or after

September 16, 2012. See 35 U.S.C. 115 (pre-Al A) for thelaw otherwise
applicable]

(@ NAMING THE INVENTOR; INVENTOR'S OATH OR
DECLARATION.—An application for patent that isfiled under section
111(a) or commencesthe national stage under section 371 shall include,
or be amended to include, the name of the inventor for any invention
claimed in the application. Except as otherwise provided in this section,
each individual who is the inventor or a joint inventor of a claimed
invention in an application for patent shall execute an oath or declaration
in connection with the application.

(b) REQUIRED STATEMENTS.—An oath or declaration under
subsection (a) shall contain statements that—

(1) the application was made or was authorized to be made
by the affiant or declarant; and

(2) such individua believes himself or herself to be the
original inventor or an original joint inventor of aclaimed invention in
the application.

(c) ADDITIONAL REQUIREMENTS—The Director may
specify additional information relating to theinventor and theinvention
that isrequired to beincluded in an oath or declaration under subsection
@.

(d) SUBSTITUTE STATEMENT.—

(1) IN GENERAL.—In lieu of executing an oath or
declaration under subsection (&), the applicant for patent may provide
a substitute statement under the circumstances described in paragraph
(2) and such additional circumstances that the Director may specify by
regulation.

(20 PERMITTED CIRCUMSTANCES—A substitute
statement under paragraph (1) ispermitted with respect to any individual
who—

(A) is unable to file the oath or declaration under
subsection (a) because the individual—

(i) isdeceased;
(i) isunder legal incapacity; or
(ili) cannot be found or reached after diligent
effort; or
(B) isunder an obligation to assign the invention but
has refused to make the oath or declaration required under subsection
@.
(3) CONTENTS—A subgtitute statement under this
subsection shall—

(A) identify the individual with respect to whom the
statement applies;

(B) set forth the circumstances representing the
permitted basis for the filing of the substitute statement in lieu of the
oath or declaration under subsection (a); and

(C) contain any additional information, including any
showing, required by the Director.

() MAKING REQUIRED STATEMENTS IN ASSIGNMENT
OF RECORD.—An individua who isunder an obligation of assignment
of an application for patent may include the required statements under
subsections (b) and (c) in the assignment executed by theindividual, in
lieu of filing such statements separately.
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(f) TIME FOR FILING.—The applicant for patent shall provide
each required oath or declaration under subsection (&), substitute
statement under subsection (d), or recorded assignment meeting the
requirements of subsection (e) no later than the date on which the issue
feeispaid.

(9 EARLIER-FILED APPLICATION CONTAINING
REQUIRED STATEMENTS OR SUBSTITUTE STATEMENT.—

(1) EXCEPTION.—The requirements under this section
shall not apply to an individual with respect to an application for patent
in which the individual is named as the inventor or ajoint inventor and
that claims the benefit under section 120, 121, or 365(c) of the filing
of an earlier-filed application, if—

(A) an oath or declaration meeting the requirements of
subsection (a) was executed by theindividual and wasfiled in connection
with the earlier-filed application;

(B) asubstitute statement meeting the requirements of
subsection (d) was filed in connection with the earlier filed application
with respect to the individual; or

(C) an assignment meeting the requirements of
subsection (€) was executed with respect to the earlier-filed application
by the individual and was recorded in connection with the earlier-filed
application.

2 COPIES OF OATHS, DECLARATIONS,
STATEMENTS, OR ASSIGNMENTS.—Notwithstanding paragraph
(2), the Director may require that a copy of the executed oath or
declaration, the substitute statement, or the assignment filed in
connection with the earlier-filed application beincluded in the later-filed
application.

(h) SUPPLEMENTAL AND CORRECTED STATEMENTS;
FILING ADDITIONAL STATEMENTS—

(1) IN GENERAL.—Any person making a statement
required under this section may withdraw, replace, or otherwise correct
the statement at any time. If a change is made in the naming of the
inventor requiring the filing of 1 or more additional statements under
this section, the Director shall establish regulations under which such
additional statements may be filed.

2 SUPPLEMENTAL  STATEMENTS  NOT
REQUIRED.—If an individual has executed an oath or declaration
meeting the requirements of subsection (&) or an assignment meeting
the requirements of subsection (e) with respect to an application for
patent, the Director may not thereafter require that individual to make
any additional oath, declaration, or other statement equivalent to those
required by this section in connection with the application for patent or
any patent issuing thereon.

(3) SAVINGS CLAUSE.—A patent shall not be invalid or
unenforceable based upon the failure to comply with a requirement
under thissection if thefailureisremedied as provided under paragraph
(2).

(i) ACKNOWLEDGMENT OF PENALTIES.—Any declaration
or statement filed pursuant to this section shal contain an
acknowledgment that any willful false statement made in such
declaration or statement is punishable under section 1001 of title 18 by
fine or imprisonment of not more than 5 years, or both.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 14(a), 96 Stat. 321;
Oct. 21, 1998, Pub. L. 105-277, sec. 2222(d), 112 Stat. 2681-818;
amended Sept. 16, 2011, Public Law 112-29, sec. 4(a) (effective Sept.
16, 2012), 125 Stat. 284; subsections (f) and (g)(1) amended Jan. 14,
2013, Public Law 112-274, sec. 1(f), __ Stat. )

35U.S.C. 115 (pre-AlA) Oath of applicant.
[Editor Note: Not applicableto any patent application filed on or after

September 16, 2012. See 35 U.S.C. 115 for the law otherwise
applicable]
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The applicant shall make oath that he believes himself to bethe original
and first inventor of the process, machine, manufacture, or composition
of matter, or improvement thereof, for which he solicits a patent; and
shall state of what country heisacitizen. Such oath may be made before
any person within the United States authorized by law to administer
oaths, or, when made in a foreign country, before any diplomatic or
consular officer of the United States authorized to administer oaths, or
before any officer having an official seal and authorized to administer
oaths in the foreign country in which the applicant may be, whose
authority is proved by certificate of a diplomatic or consular officer of
the United States, or apostille of an official designated by a foreign
country which, by treaty or convention, accords like effect to apostilles
of designated officials in the United States. Such oath is valid if it
complies with the laws of the state or country where made. When the
application is made as provided in this title by a person other than the
inventor, the oath may be so varied in form that it can be made by him.
For purposes of this section, aconsular officer shall include any United
States citizen serving overseas, authorized to perform notarial functions
pursuant to section 1750 of the Revised Statutes, asamended (22 U.S.C.
4221).

(Amended Aug. 27, 1982, Public Law 97-247, sec. 14(a), 96 Stat. 321,
Oct. 21, 1998, Pub. L. 105-277, sec. 2222(d), 112 Stat. 2681-818.)

35U.S.C. 116 Inventors.

[Editor Note: Applicable to proceedings commenced on or after Sept.
16,2012. See 35 U.S.C. 116 (pre-Al A) for the law otherwise applicable)]

(8 JOINT INVENTIONS—When an invention is made by two
or more persons jointly, they shall apply for patent jointly and each
make the required oath, except as otherwise provided in this title.
Inventors may apply for a patent jointly even though (1) they did not
physically work together or at the same time, (2) each did not make the
same type or amount of contribution, or (3) each did not make a
contribution to the subject matter of every claim of the patent.

(b) OMITTED INVENTOR.—If ajoint inventor refuses to join
in an application for patent or cannot be found or reached after diligent
effort, the application may be made by the other inventor on behalf of
himself and the omitted inventor. The Director, on proof of the pertinent
factsand after such notice to the omitted inventor as he prescribes, may
grant apatent to theinventor making the application, subject to the same
rights which the omitted inventor would have had if he had been joined.
The omitted inventor may subsequently join in the application.

(c) CORRECTION OF ERRORSIN APPLICATION.—Whenever
through error a person is named in an application for patent as the
inventor, or through an error an inventor is not named in an application,
the Director may permit the application to be amended accordingly,
under such terms as he prescribes.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 6(a), 96 Stat. 320;
Nov. 8, 1984, Public Law 98-622, sec. 104(a), 98 Stat. 3384; Nov. 29,
1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S.
1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011, Public Law 112-29,
sec. 20(a), 125 Stat. 284, effective Sept. 16, 2012.)

35U.S.C. 116 (pre-AlA) Inventors.

[Editor Note: Not applicable to proceedings commenced on or after
September 16, 2012. See 35 U.S.C. 116 for the law otherwise
applicable]

When an invention is made by two or more persons jointly, they shall
apply for patent jointly and each make the required oath, except as
otherwise provided in thistitle. Inventors may apply for apatent jointly
even though (1) they did not physically work together or at the same
time, (2) each did not make the same type or amount of contribution,
or (3) each did not make a contribution to the subject matter of every
claim of the patent.
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If ajoint inventor refuses to join in an application for patent or cannot
be found or reached after diligent effort, the application may be made
by the other inventor on behalf of himself and the omitted inventor. The
Director, on proof of the pertinent facts and after such notice to the
omitted inventor as he prescribes, may grant a patent to the inventor
making the application, subject to the same rights which the omitted
inventor would have had if he had been joined. The omitted inventor
may subsequently join in the application.

Whenever through error aperson is named in an application for patent
as the inventor, or through an error an inventor is not named in an
application, and such error arose without any deceptive intention on his
part, the Director may permit the application to be amended accordingly,
under such terms as he prescribes.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 6(a), 96 Stat. 320;
Nov. 8, 1984, Public Law 98-622, sec. 104(a), 98 Stat. 3384; Nov. 29,
1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S.
1948 sec. 4732(a)(10)(A)).)

35U.S.C. 117 Death or incapacity of inventor.

Legal representatives of deceased inventors and of those under legal
incapacity may make application for patent upon compliance with the
requirements and on the same terms and conditions applicable to the
inventor.

35U.S.C. 118 Filing by other than inventor.
[Editor Note: Applicable to any patent application filed on or after

September 16, 2012. See 35 U.S.C. 118 (pre-Al A) for thelaw otherwise
applicable.]

A person to whom the inventor has assigned or is under an obligation
to assign the invention may make an application for patent. A person
who otherwise shows sufficient proprietary interest in the matter may
make an application for patent on behalf of and as agent for theinventor
on proof of the pertinent facts and a showing that such action is
appropriate to preserve the rights of the parties. If the Director grantsa
patent on an application filed under this section by a person other than
the inventor, the patent shall be granted to the real party in interest and
upon such noticeto theinventor asthe Director considersto be sufficient.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, sec. 4(b), 125 Stat. 284, effective Sept. 16, 2012.)

35U.S.C. 118 (pre-AlA) Filing by other than inventor.

[Editor Note: Not applicableto any patent application filed on or after
September 16, 2012. See 35 U.S.C. 118 for the law otherwise
applicable.]

Whenever an inventor refuses to execute an application for patent, or
cannot be found or reached after diligent effort, a person to whom the
inventor has assigned or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary interest in the matter
justifying such action, may make application for patent on behalf of and
as agent for the inventor on proof of the pertinent facts and a showing
that such action is necessary to preserve the rights of the parties or to
prevent irreparable damage; and the Director may grant apatent to such
inventor upon such notice to him as the Director deems sufficient, and
on compliance with such regulations as he prescribes.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)
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35U.S.C. 119 Benéfit of earlier filingdate; right of priority.

[Editor Note: 35 U.S.C. 119(a) as set forth below is only applicable to
patent applications subject to the first inventor to file provisions of the
AlA (see 35 U.S.C. 100 (note)). See 35 U.S.C. 119(a) (pre-Al A) for the
law otherwise applicable]

(a) An application for patent for an invention filed in this country
by any person who has, or whose legal representatives or assigns have,
previously regularly filed an application for a patent for the same
invention in a foreign country which affords similar privileges in the
case of applicationsfiled inthe United States or to citizens of the United
States, or in aWTO member country, shall have the same effect as the
same application would have if filed in this country on the date on which
the application for patent for the same invention was first filed in such
foreign country, if the application in this country is filed within twelve
months from the earliest date on which such foreign application was
filed.

(b) (1) No application for patent shall be entitled to this right of
priority unless a claim is filed in the Patent and Trademark Office,
identifying the foreign application by specifying the application number
on that foreign application, theintellectual property authority or country
in or for which the application was filed, and the date of filing the
application, at such time during the pendency of the application as
required by the Director.

(2) The Director may consider the failure of the applicant
to file atimely claim for priority as a waiver of any such clam. The
Director may establish procedures, including the payment of asurcharge,
to accept an unintentionally delayed claim under this section.

(3) TheDirector may require a certified copy of theoriginal
foreign application, specification, and drawings upon which it is based,
atrandlation if not in the English language, and such other information
asthe Director considers necessary. Any such certification shall be made
by the foreign intellectual property authority in which the foreign
application was filed and show the date of the application and of the
filing of the specification and other papers.

(¢) In like manner and subject to the same conditions and
requirements, the right provided in this section may be based upon a
subsequent regularly filed application in the sameforeign country instead
of thefirst filed foreign application, provided that any foreign application
filed prior to such subsequent application has been withdrawn,
abandoned, or otherwise disposed of, without having been laid open to
public inspection and without leaving any rights outstanding, and has
not served, nor thereafter shall serve, as a basis for claiming aright of
priority.

(d) Applications for inventors certificates filed in a foreign
country in which applicants have a right to apply, at their discretion,
either for apatent or for an inventor’s certificate shall be treated in this
country in the same manner and have the same effect for purpose of the
right of priority under this section as applications for patents, subject
to the same conditions and requirements of this section as apply to
applications for patents, provided such applicants are entitled to the
benefits of the Stockholm Revision of the Paris Convention at the time
of such filing.

(e) (1) An application for patent filed under section 111(a) or
section 363 for an invention disclosed in the manner provided by section
112(a) (other than the requirement to disclose the best mode) in a
provisional application filed under section 111(b), by an inventor or
inventors named in the provisiona application, shall have the same
effect, asto such invention, asthough filed on the date of the provisional
application filed under section 111(b), if the application for patent filed
under section 111(a) or section 363 is filed not later than 12 months
after the date on which the provisiona application was filed and if it
containsor isamended to contain aspecific reference to the provisional
application. No application shall be entitled to the benefit of an earlier
filed provisional application under this subsection unless an amendment
containing the specific reference to the earlier filed provisional
application is submitted at such time during the pendency of the
application as required by the Director. The Director may consider the
failureto submit such an amendment within that time period asawaiver
of any benefit under this subsection. The Director may establish
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procedures, including the payment of a surcharge, to accept an
unintentionally delayed submission of an amendment under this
subsection during the pendency of the application

(2) A provisiona application filed under section 111(b)
may not be relied upon in any proceeding in the Patent and Trademark
Office unless the fee set forth in subparagraph (A) or (C) of section
41(a)(1) has been paid.

(3) If the day that is 12 months after the filing date of a
provisional application falls on a Saturday, Sunday, or Federal holiday
within the District of Columbia, the period of pendency of the
provisional application shall be extended to the next succeeding secular
or business day.

(f) Applicationsfor plant breeder’srightsfiledinaWTO member
country (or in aforeign UPOV Contracting Party) shall have the same
effect for the purpose of the right of priority under subsections (a)
through (c) of this section as applicationsfor patents, subject to the same
conditions and requirements of this section as apply to applications for
patents.

(9) Asused in this section—

(1) theterm “WTO member country” hasthe same meaning
astheterm is defined in section 104(b)(2); and

(2) the term “UPOV Contracting Party” means a member
of the International Convention for the Protection of New Varieties of
Plants.

(Amended Oct. 3, 1961, Public Law 87-333, sec. 1, 75 Stat. 748; July
28, 1972, Public Law 92-358, sec. 1, 86 Stat. 501; Jan. 2, 1975, Public
Law 93-596, sec. 1, 88 Stat. 1949; Dec. 8, 1994, Public Law 103-465,
sec. 532(b)(1), 108 Stat. 4985; subsection (b) amended Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-563 (S. 1948
sec.4503(a)); subsection (e) amended Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 1501A-564, 588, 589 (S. 1948 secs.
4503(b)(2), 4801 and 4802; subsections (f) and (g) added Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-589 (S. 1948
sec. 4802); subsections (e), (g) amended Sept. 16, 2011, Public Law
112-29, secs. 15(b) (effective Sept. 16, 2011) and 20(j) (effective Sept.
16, 2012), 125 Stat. 284; subsection (a) amended Sept. 16, 2011, Public
Law 112-29, sec. 3(g) (effective March 16, 2013), 125 Stat. 284.)

35U.S.C. 119 (pre-AlA) Benéfit of earlier filing date; right
of priority.

[Editor Note: Pre-AlA 35 U.SC. 119(a) as set forth below isapplicable

to patent applications not subject to the first inventor to file provisions
of the AlA (see 35 U.S.C. 100 (note)). See 35 U.S.C. 119(a) for thelaw
otherwise applicable.]

(8 Anapplication for patent for an invention filed in this country
by any person who has, or whose legal representatives or assigns have,
previously regularly filed an application for a patent for the same
invention in a foreign country which affords similar privileges in the
case of applicationsfiled in the United States or to citizens of the United
States, or in aWTO member country, shall have the same effect as the
same application would havef filed in this country on the date on which
the application for patent for the same invention wasfirst filed in such
foreign country, if the application in this country is filed within twelve
months from the earliest date on which such foreign application was
filed; but no patent shall be granted on any application for patent for an
invention which had been patented or described in a printed publication
in any country more than one year before the date of the actua filing
of the application in this country, or which had been in public use or on
sale in this country more than one year prior to such filing.

* k k k %

(Amended Oct. 3, 1961, Public Law 87-333, sec. 1, 75 Stat. 748; July
28, 1972, Public Law 92-358, sec. 1, 86 Stat. 501; Jan. 2, 1975, Public
Law 93-596, sec. 1, 88 Stat. 1949; Dec. 8, 1994, Public Law 103-465,
sec. 532(b)(1), 108 Stat. 4985; subsection (b) amended Nov. 29, 1999,
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Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-563 (S. 1948
sec.4503(a)); subsection (€) amended Nov. 29, 1999, Public Law
106-113, sec. 1000(a)(9), 113 Stat. 1501A-564, 588, 589 (S. 1948 secs.
4503(b)(2), 4801 and 4802; subsections (f) and (g) added Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-589 (S. 1948
sec. 4802); subsections (€), (g) amended Sept. 16, 2011, Public Law
112-29, secs. 15(b) (effective Sept. 16, 2011) and 20(j) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 120 Bengfit of earlier filing datein the United
States.

[Editor Note: Applicable to a patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35
U.S.C. 120 (pre-Al A) for the law otherwise applicable]

An application for patent for an invention disclosed in the manner
provided by section 112(a) (other than the requirement to disclose the
best mode) in an application previously filed in the United States, or as
provided by section 363 which names an inventor or joint inventor in
the previously filed application shall have the same effect, as to such
invention, as though filed on the date of the prior application, if filed
before the patenting or abandonment of or termination of proceedings
on the first application or on an application similarly entitled to the
benefit of the filing date of the first application and if it contains or is
amended to contain a specific reference to the earlier filed application.
No application shall be entitled to the benefit of an earlier filed
application under this section unless an amendment containing the
specific reference to the earlier filed application is submitted at such
time during the pendency of the application asrequired by the Director.
The Director may consider the failure to submit such an amendment
within that time period as a waiver of any benefit under this section.
The Director may establish procedures, including the payment of a
surcharge, to accept an unintentionally delayed submission of an
amendment under this section.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 9, 89 Stat. 691; Nov.
8, 1984, Public Law 98-622, sec. 104(b), 98 Stat. 3385; Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-563 (S. 1948
sec. 4503(b)(1)); amended Sept. 16, 2011, Public Law 112-29, secs.
15(b) (effective Sept. 16, 2012), 20(j) (effective Sept. 16, 2012) and
3(f) (effective March 16, 2013), 125 Stat. 284.)

35U.S.C. 120 (pre-AlA) Bengfit of earlier filing datein the
United States.

[Editor Note: Not applicable to patent applications subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35
120 for the law otherwise applicable.]

An application for patent for an invention disclosed in the manner
provided by section 112(a) (other than the requirement to disclose the
best mode) in an application previoudly filed in the United States, or as
provided by section 363, which is filed by an inventor or inventors
named in the previously filed application shall have the same effect, as
to such invention, as though filed on the date of the prior application,
if filed before the patenting or abandonment of or termination of
proceedings on thefirst application or on an application similarly entitled
to the benefit of the filing date of thefirst application and if it contains
or is amended to contain a specific reference to the earlier filed
application. No application shall be entitled to the benefit of an earlier
filed application under this section unless an anendment containing the
specific reference to the earlier filed application is submitted at such
time during the pendency of the application asrequired by the Director.
The Director may consider the failure to submit such an amendment
within that time period as a waiver of any benefit under this section.
The Director may establish procedures, including the payment of a
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surcharge, to accept an unintentionally delayed submission of an
amendment under this section.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 9, 89 Stat. 691; Nov.
8, 1984, Public Law 98-622, sec. 104(b), 98 Stat. 3385; Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-563 (S. 1948
sec. 4503(b)(1)); amended Sept. 16, 2011, Public Law 112-29, secs.
15(b) (effective Sept. 16, 2011) and 20(j) (effective Sept. 16, 2012),
125 Stat. 284.)

35U.S.C. 121 Divisional applications.
[Editor Note: Applicable to any patent application filed on or after

September 16, 2012. See 35 U.S.C. 121 (pre-Al A) for thelaw otherwise
applicable]

If two or more independent and distinct inventions are claimed in one
application, the Director may require the application to be restricted to
one of the inventions. If the other invention is made the subject of a
divisional application which complieswith the requirements of section
120 it shall be entitled to the benefit of the filing date of the original

application. A patent issuing on an application with respect to which a
requirement for restriction under this section has been made, or on an
application filed as aresult of such areguirement, shall not be used as
areference either in the Patent and Trademark Office or in the courts
against a divisional application or against the original application or
any patent issued on either of them, if the divisional applicationisfiled
before the issuance of the patent on the other application. The validity
of apatent shall not be questioned for failure of the Director to require
the application to be restricted to one invention.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582
(S. 1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011, Public Law
112-29, secs. 4(a) and 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 121 (pre-AlA) Divisional applications.

[Editor Note: Not applicableto any patent application filed on or after
September 16, 2012. See 35 U.S.C. 121 for the law otherwise
applicable.]

If two or more independent and distinct inventions are claimed in one
application, the Director may require the application to be restricted to
one of the inventions. If the other invention is made the subject of a
divisional application which complieswith the requirements of section
120 of thistitleit shall be entitled to the benefit of the filing date of the
original application. A patent issuing on an application with respect to
which arequirement for restriction under this section has been made,
or on an application filed as aresult of such arequirement, shall not be
used as areference either in the Patent and Trademark Office or in the
courtsagainst adivisional application or against the original application
or any patent issued on either of them, if the divisional application is
filed before the issuance of the patent on the other application. If a
divisional application is directed solely to subject matter described and
claimed in the original application as filed, the Director may dispense
with signing and execution by the inventor. The validity of a patent
shall not be questioned for failure of the Director to require the
application to be restricted to one invention.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582
(S. 1948 sec. 4732(a)(10)(A)).)
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35U.S.C. 122 Confidential status of applications;
publication of patent applications.

(@) CONFIDENTIALITY.— Except as provided in subsection
(b), applications for patents shall be kept in confidence by the Patent
and Trademark Office and no information concerning the same given
without authority of the applicant or owner unless necessary to carry
out the provisions of anAct of Congressor in such specia circumstances
as may be determined by the Director.

(b) PUBLICATION.—

(1) IN GENERAL.—

(A) Subject to paragraph (2), each application for a
patent shall be published, in accordance with procedures determined by
the Director, promptly after the expiration of a period of 18 months
from the earliest filing date for which abenefit is sought under thistitle.
At the reguest of the applicant, an application may be published earlier
than the end of such 18-month period.

(B) No information concerning published patent
applications shall be made available to the public except asthe Director
determines.

(C) Notwithstanding any other provision of law, a
determination by the Director to release or not to release information
concerning a published patent application shall be final and
nonreviewable.

(2) EXCEPTIONS—

(A) An application shall not be published if that
application is—

(i) no longer pending;

(i) subject to asecrecy order under section 181 ;

(iii) aprovisiona application filed under section
111(b); or

(iv) an application for a design patent filed under
chapter 16.

(B) (i) If an applicant makes a request upon filing,
certifying that the invention disclosed in the application has not and
will not be the subject of an application filed in another country, or
under a multilateral international agreement, that requires publication
of applications 18 months after filing, the application shall not be
published as provided in paragraph (1).

(if) Anapplicant may rescind arequest made under
clause (i) at any time.

(ili) An applicant who has made a request under
clause (i) but who subsequently files, in a foreign country or under a
multilateral international agreement specified in clause (i), an application
directed to the invention disclosed in the application filed in the Patent
and Trademark Office, shall notify the Director of such filing not later
than 45 days after the date of the filing of such foreign or international
application. A failure of the applicant to provide such notice within the
prescribed period shall result in the application being regarded as
abandoned, unlessit is shown to the satisfaction of the Director that the
delay in submitting the notice was unintentional .

(iv) If an applicant rescinds a request made under
clause (i) or notifiesthe Director that an application wasfiledin aforeign
country or under a multilateral international agreement specified in
clause (i), the application shall be published in accordance with the
provisions of paragraph (1) on or as soon asis practical after the date
that is specified in clause (i).

(v) If an applicant has filed applicationsin one or
more foreign countries, directly or through a multilateral international
agreement, and such foreign filed applications corresponding to an
application filed in the Patent and Trademark Office or the description
of theinvention in such foreign filed applicationsisless extensive than
the application or description of the invention in the application filed
inthe Patent and Trademark Office, the applicant may submit aredacted
copy of the application filed in the Patent and Trademark Office
eliminating any part or description of the invention in such application
that is not also contained in any of the corresponding applications filed
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in aforeign country. The Director may only publish the redacted copy
of the application unless the redacted copy of the application is not
received within 16 months after the earliest effective filing date for
which a benefit is sought under this title. The provisions of section
154(d) shall not apply to a claim if the description of the invention
published in the redacted application filed under this clause with respect
to the claim does not enable a person skilled in the art to make and use
the subject matter of the claim.

(c) PROTEST AND PRE-ISSUANCE OPPOSITION.— The
Director shall establish appropriate procedures to ensure that no protest
or other form of pre-issuance opposition to the grant of a patent on an
application may beinitiated after publication of the application without
the express written consent of the applicant.

(d) NATIONAL SECURITY.— No application for patent shall
be published under subsection (b)(2) if the publication or disclosure of
such invention would be detrimental to the national security. The
Director shall establish appropriate procedures to ensure that such
applications are promptly identified and the secrecy of such inventions
is maintained in accordance with chapter 17.

(e) PREISSUANCE SUBMISSIONSBY THIRD PARTIES.—

(1) IN GENERAL.—Any third party may submit for
consideration and inclusion in the record of a patent application, any
patent, published patent application, or other printed publication of
potential relevance to the examination of the application, if such
submission is made in writing before the earlier of—

(A) the date anoctice of allowance under section 151 is
given or mailed in the application for patent; or
(B) thelater of—

(i) 6 monthsafter the date on which the application
for patent isfirst published under section 122 by the Office, or
(ii) the date of thefirst rejection under section 132
of any claim by the examiner during the examination of the application
for patent.
(2) OTHER REQUIREMENTS.—Any submission under
paragraph (1) shall—

(A) set forth a concise description of the asserted
relevance of each submitted document;

(B) be accompanied by such fee as the Director may
prescribe; and

(C) include a statement by the person making such
submission affirming that the submission was madein compliancewith
this section.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-563
(S. 1948 sec. 4503(b)(1)); amended and subsection (€) added Sept. 16,
2011, Public Law 112-29, secs. 8 and 20(j) (effective Sept. 16, 2012),
125 Stat. 284.)

35U.S.C. 123 Micro entity defined.

(& IN GENERAL.—For purposes of this title, the term "micro
entity" meansan applicant who makes a certification that the applicant—

(1) qualifiesasasmall entity, asdefined in regulationsissued
by the Director;

(2) has not been named as an inventor on more than 4
previously filed patent applications, other than applications filed in
another country, provisional applications under section 111(b), or
international applicationsfiled under the treaty defined in section 351(a)
for which the basic national fee under section 41(a) was not paid;

(3) did not, in the calendar year preceding the calendar year
inwhich the applicablefeeisbeing paid, have agrossincome, as defined
in section 61(a) of the Internal Revenue Code of 1986, exceeding 3
times the median household income for that preceding calendar year,
as most recently reported by the Bureau of the Census; and

(4) has not assigned, granted, or conveyed, and is not under
an obligation by contract or law to assign, grant, or convey, a license

March 2014



§131

or other ownership interest in the application concerned to an entity
that, in the calendar year preceding the calendar year in which the
applicable fee is being paid, had a gross income, as defined in section
61(a) of the Internal Revenue Code of 1986, exceeding 3 times the
median household income for that preceding calendar year, as most
recently reported by the Bureau of the Census.

(b) APPLICATIONS RESULTING FROM PRIOR
EMPLOYMENT.—AnN applicant is not considered to be named on a
previously filed application for purposes of subsection (a)(2) if the
applicant has assigned, or is under an obligation by contract or law to
assign, al ownership rights in the application as the result of the
applicant’s previous employment.

(c) FOREIGN CURRENCY EXCHANGE RATE.—If an
applicant’s or entity’s gross income in the preceding calendar year is
not in United States dollars, the average currency exchange rate, as
reported by the Internal Revenue Service, during that calendar year shall
be used to determine whether the applicant’s or entity’s gross income
exceeds the threshold specified in paragraphs (3) or (4) of subsection
@.

(d) INSTITUTIONSOF HIGHER EDUCATION.—For purposes
of this section, a micro entity shall include an applicant who certifies
that—

(1) the applicant’s employer, from which the applicant
obtainsthe majority of the applicant’sincome, isaninstitution of higher
education as defined in section 101(a) of the Higher Education Act of
1965 (20 U.S.C. 1001(a)); or

(2) theapplicant hasassigned, granted, conveyed, or isunder
an obligation by contract or law, to assign, grant, or convey, alicense
or other ownership interest in the particular applications to such an
institution of higher education.

(e) DIRECTOR'S AUTHORITY.—In addition to the limits
imposed by this section, the Director may, in the Director’s discretion,
impose income limits, annual filing limits, or other limits on who may
qualify as a micro entity pursuant to this section if the Director
determinesthat such additional limitsare reasonably necessary to avoid
an undue impact on other patent applicants or owners or are otherwise
reasonably necessary and appropriate. At least 3 months before any
limits proposed to be imposed pursuant to this subsection take effect,
the Director shall inform the Committee on the Judiciary of the House
of Representatives and the Committee on the Judiciary of the Senate of
any such proposed limits.

(Added Sept. 16, 2011, Public Law 112-29, sec. 10(g), 125 Stat. 284;
amended Public Law 112-29, sec. 20(j), 125 Stat. 284 and corrected
Jan. 14, 2013, Public Law 112-274, sec. 1(m), Stat. )

CHAPTER 12 — EXAMINATION OF
APPLICATION

131
132
133
134
134

Examination of application.

Notice of rejection; reexamination.

Time for prosecuting application.

Appeal to the Patent Trial and Appeal Board.

(transitional) Appeal to the Board of Patent
Appeals and Interferences.

(pre-AlA) Appeal to the Board of Patent
Appeals and Interferences.

134

135
135

Derivation proceedings.
(pre-AlA) Interferences.
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35U.S.C. 131 Examination of application.

The Director shall cause an examination to be made of the application
and the alleged new invention; and if on such examination it appears
that the applicant is entitled to a patent under the law, the Director shall
issue a patent therefor.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(8)(10)(A)).)

35U.S.C. 132 Notice of regjection; reexamination.

(8 Whenever, on examination, any claim for a patent is rejected,
or any objection or requirement made, the Director shall notify the
applicant thereof, stating the reasons for such rejection, or objection or
requirement, together with such information and references as may be
useful in judging of the propriety of continuing the prosecution of his
application; and if after receiving such notice, the applicant persistsin
hisclaim for apatent, with or without amendment, the application shall
be reexamined. No amendment shall introduce new matter into the
disclosure of the invention.

(b) The Director shall prescribe regulations to provide for the
continued examination of applications for patent at the request of the
applicant. The Director may establish appropriate feesfor such continued
examination and shall provide a 50 percent reduction in such fees for
small entities that qualify for reduced fees under section 41(h)(1).

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-560, 582 (S. 1948 secs. 4403 and 4732(a)(10)(A)); amended
Sept. 16, 2011, Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012),
125 Stat. 284.)

35U.S.C. 133 Timefor prosecuting application.

Upon failure of the applicant to prosecute the application within six
months after any action therein, of which notice has been given or mailed
to the applicant, or within such shorter time, not less than thirty days,
asfixed by the Director in such action, the application shall be regarded
asabandoned by the partiesthereto, unlessit be shown to the satisfaction
of the Director that such delay was unavoidable.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 134 Appeal tothePatent Trial and Appeal Board.

[Editor Note: Applicable to proceedings commenced on or after
September 16, 2012 and applicable to any patent application subject
to the first inventor to file provisions of the AIA (see 35 U.S.C. 100
(note)). See 35 U.S.C. 134 (transitional) for the law applicable to
proceedings commenced on or after September 16, 2012 but not
applicable to any patent application subject to the first inventor to file
provisions of the AIA. See 35 U.S.C. 134 (pre-AlA) for the law
applicable to proceedings commenced before September 16, 2012.]

(8 PATENT APPLICANT.— An applicant for a patent, any of
whose claims has been twice rejected, may appeal from the decision of
the primary examiner to the Patent Trial and Appeal Board, having once
paid the fee for such appeal.

(b) PATENT OWNER.— A patent owner in a reexamination
may appeal from thefinal rejection of any claim by the primary examiner
to the Patent Trial and Appeal Board, having once paid the fee for such
appedl.

(Amended Nov. 8, 1984, Public Law 98-622, sec. 204(b)(1), 98 Stat.
3388; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4605(b)); subsections (a)-(c) amended Nov.
2, 2002, Public Law 107-273, secs. 13106 and 13202, 116 Stat. 1901,
amended Sept. 16, 2011, Public Law 112-29, secs. 7(b) (effective Sept.
16, 2012) and 3()) (effective March 16, 2013), 125 Stat. 284.)
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35U.S.C. 134 (transitional) Appeal tothe Board of Patent
Appeals and Interferences.

[Editor Note: Applicable to proceedings commenced on or after
September 16, 2012, but not applicable to any patent application subject
to the first inventor to file provisions of the AIA (see 35 U.S.C. 100
(note)). See 35 U.S.C. 134 for thelaw applicableto patent applications
subject to thefirst inventor to file provisions of the AIA.] See 35 U.S.C.
134 (pre-Al A) for thelaw applicableto proceedings commenced before
September 16, 2012.]

(8 PATENT APPLICANT.— An applicant for a patent, any of
whose claims has been twice rejected, may appeal from the decision of
the primary examiner to the Board of Patent Appealsand Interferences,
having once paid the fee for such appeal.

(b) PATENT OWNER.— A patent owner in a reexamination
may appeal from thefina rejection of any claim by the primary examiner
to the Board of Patent Appeals and Interferences, having once paid the
fee for such appeal.

(Amended Nov. 8, 1984, Public Law 98-622, sec. 204(b)(1), 98 Stat.
3388; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4605(b)); subsections (a)-(c) amended Nov.
2, 2002, Public Law 107-273, secs. 13106 and 13202, 116 Stat. 1901,
amended Sept. 16, 2011, Public Law 112-29, sec. 7(b) (effective Sept.
16, 2012), 125 Stat. 284.)

35 U.S.C. 134 (pre-AlA) Appeal tothe Board of Patent
Appealsand I nterferences.

[Editor Note: Not applicable to proceedings commenced on or after
September 16, 2012. See 35 U.S.C. 134 or 35 U.S.C. 134 (transitional)
for the law otherwise applicable]

(@) PATENT APPLICANT.— An applicant for a patent, any of
whose claims has been twice rejected, may appeal from the decision of
the primary examiner to the Board of Patent Appealsand Interferences,
having once paid the fee for such appeal.

(b) PATENT OWNER.— A patent owner in any reexamination
proceeding may appeal from the final rejection of any claim by the
primary examiner to the Board of Patent Appeals and Interferences,
having once paid the fee for such appeal.

(c) THIRD-PARTY.— A third-party requester in an inter partes
proceeding may appeal to the Board of Patent Appealsand I nterferences
from the final decision of the primary examiner favorable to the
patentability of any original or proposed amended or new claim of a
patent, having once paid the fee for such appeal.

(Amended Nov. 8, 1984, Public Law 98-622, sec. 204(b)(1), 98 Stat.
3388; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4605(h)); subsections (a)-(c) amended Nov.
2, 2002, Public Law 107-273, secs. 13106 and 13202, 116 Stat. 1901.)

35U.S.C. 135 Derivation proceedings.

[Editor Note: Applicable to any patent application subject to the AIA
first inventor to file provisions (see 35 U.S.C. 100 (note)).* See 35

U.S.C. 135 (pre-Al A) for the law otherwise applicable.]
(@ INSTITUTION OF PROCEEDING.—

(1) IN GENERAL.— An applicant for patent may file a
petition with respect to an invention to institute a derivation proceeding
in the Office. The petition shall set forth with particularity the basisfor
finding that an individual named in an earlier application astheinventor
or ajoint inventor derived such invention from an individual named in
the petitioner's application as the inventor or a joint inventor and,
without authorization, the earlier application claiming such invention
was filed. Whenever the Director determines that a petition filed under
this subsection demonstratesthat the standardsfor instituting aderivation
proceeding are met, the Director may institute a derivation proceeding.

§135

(2) TIME FOR FILING.—A petition under this section with
respect to an invention that is the same or substantialy the same
invention asaclaim contained in apatent issued on an earlier application,
or contained in an earlier application when published or deemed
published under section 122(b), may not be filed unless such petition
isfiled during the 1-year period following the date on which the patent
containing such claim was granted or the earlier application containing
such claim was published, whichever is earlier.

(3) EARLIER APPLICATION.—For purposes of this
section, an application shall not be deemed to be an earlier application
with respect to an invention, relative to another application, unless a
claim to the invention was or could have been made in such application
having an effective filing date that is earlier than the effective filing
date of any claim to the invention that was or could have been madein
such other application.

(4) NOAPPEAL.—A determination by the Director whether
to ingtitute a derivation proceeding under paragraph (1) shall be final
and not appealable.

(b) DETERMINATION BY PATENT TRIAL AND APPEAL
BOARD.— In aderivation proceeding instituted under subsection (a),
the Patent Trial and Appeal Board shall determine whether an inventor
named in the earlier application derived the claimed invention from an
inventor named in the petitioner’ s application and, without authorization,
the earlier application claiming such invention wasfiled. In appropriate
circumstances, the Patent Trial and Appeal Board may correct the
naming of theinventor in any application or patent at issue. The Director
shall prescribe regulations setting forth standards for the conduct of
derivation proceedings, including requiring partiesto provide sufficient
evidence to prove and rebut a claim of derivation.

(c) DEFERRAL OF DECISION.—The Patent Trial and Appeal
Board may defer action on a petition for a derivation proceeding until
the expiration of the 3-month period beginning on the date on which
the Director issues a patent that includes the claimed invention that is
the subject of the petition. The Patent Trial and Appeal Board also may
defer action on a petition for a derivation proceeding, or stay the
proceeding after it has been ingtituted, until the termination of a
proceeding under chapter 30, 31, or 32 involving the patent of the
earlier applicant.

(d) EFFECT OF FINAL DECISION.—Thefina decision of the
Patent Trial and Appeal Board, if adverse to claims in an application
for patent, shall constitutethefinal refusal by the Office on those claims.
The final decision of the Patent Trial and Appeal Board, if adverse to
claimsin apatent, shall, if no appeal or other review of the decision has
been or can be taken or had, constitute cancellation of those claims, and
notice of such cancellation shall be endorsed on copies of the patent
distributed after such cancellation.

(e) SETTLEMENT.—Parties to a proceeding instituted under
subsection (a) may terminate the proceeding by filing awritten statement
reflecting the agreement of the parties as to the correct inventor of the
claimed invention in dispute. Unless the Patent Trial and Appeal Board
finds the agreement to be inconsistent with the evidence of record, if
any, it shall take action consistent with the agreement. Any written
settlement or understanding of the parties shall befiled with the Director.
At the request of a party to the proceeding, the agreement or
understanding shall be treated as business confidential information,
shall be kept separate from the file of the involved patents or
applications, and shall be made available only to Government agencies
on written request, or to any person on a showing of good cause.

(f) ARBITRATION.—Parties to a proceeding instituted under
subsection (&) may, within such time asmay be specified by the Director
by regulation, determine such contest or any aspect thereof by arbitration.
Such arbitration shall be governed by the provisions of title 9, to the
extent such title is not inconsistent with this section. The parties shall
give notice of any arbitration award to the Director, and such award
shall, as between the parties to the arbitration, be dispositive of the
issues to which it relates. The arbitration award shall be unenforceable
until such notice is given. Nothing in this subsection shall preclude the
Director from determining the patentability of the claimed inventions
involved in the proceeding.
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(Subsection (c) added Oct. 15, 1962, Public Law 87-831, 76 Stat. 958;
subsections (&) and (c) amended, Jan. 2, 1975, Public Law 93-596, sec.
1, 88 Stat. 1949; subsection (a) amended Nov. 8, 1984, Public Law
98-622, sec. 202, 98 Stat. 3386; subsection (d) added Nov. 8, 1984,
Public Law 98-622, sec. 105, 98 Stat. 3385; amended Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-566, 582 (S.
1948 secs. 4507(11) and 4732(a)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, secs. 20(j) (effective Sept. 16, 2012) and
(3)(i)(effective March 16, 2013)*, 125 Stat. 284; subsections (a) and
(e) amended Jan. 14, 2013, Public Law 112-274, secs. 1(e) and (k),
Stat. __, effective March 16, 2013.%)

*NOTE: Theprovisionsof 35 U.S.C. 135 (pre-AlA), asin effect
on March 15, 2013, shall apply to each claim of an application for
patent, and any patent i ssued thereon, for which thefirst inventor tofile
provisions of the AIA aso apply (see35 U.S.C. 100 (note)), if such
application or patent contains or contained at any time—

(A) aclaim to an invention having an effective filing date as
defined in section 100(i), that occurs before March 16, 2013; or

(B) aspecific reference under section 120, 121, or 365(c) to any
patent or application that contains or contained at any time such aclaim.

35U.S.C. 135 (pre-AlA) Interferences.

[Editor Note: Except as noted below,*not applicable to any patent
application subject to thefirst inventor to file provisions of the AIA (see
35 U.S.C. 100 (note)). See 35 U.S.C. 135 for the law otherwise
applicable]

(8 Whenever an application is made for a patent which, in the
opinion of the Director, would interfere with any pending application,
or with any unexpired patent, an interference may be declared and the
Director shall give notice of such declaration to the applicants, or
applicant and patentee, asthe case may be. The Board of Patent Appeals
and Interferences shall determine questions of priority of theinventions
and may determine questions of patentability. Any final decision, if
adverse to the claim of an applicant, shall constitute the final refusal by
the Patent and Trademark Office of the claimsinvolved, and the Director
may issue a patent to the applicant who is adjudged the prior inventor.
A final judgment adverse to a patentee from which no appeal or other
review has been or can be taken or had shall constitute cancellation of
the claimsinvolved in the patent, and notice of such cancellation shall
be endorsed on copies of the patent distributed after such cancellation
by the Patent and Trademark Office.

(b) (1) A clam which is the same as, or for the same or
substantially the same subject matter as, aclaim of anissued patent may
not be made in any application unless such aclaim is made prior to one
year from the date on which the patent was granted.

(2) A clam which is the same as, or for the same or
substantially the same subject matter as, a claim of an application
published under section 122(b) may be made in an application filed
after the applicationis published only if the claim is made before 1 year
after the date on which the application is published.

() Any agreement or understanding between parties to an
interference, including any collateral agreements referred to therein,
made in connection with or in contemplation of the termination of the
interference, shall beinwriting and atrue copy thereof filed in the Patent
and Trademark Office before the termination of the interference as
between the said parties to the agreement or understanding. If any party
filing the same so requests, the copy shall be kept separate from thefile
of the interference, and made available only to Government agencies
on written request, or to any person on ashowing of good cause. Failure
to file the copy of such agreement or understanding shall render
permanently unenforceable such agreement or understanding and any
patent of such parties involved in the interference or any patent
subsequently issued on any application of such parties so involved. The
Director may, however, on a showing of good cause for failure to file
within the time prescribed, permit the filing of the agreement or
understanding during the six-month period subseguent to the termination
of the interference as between the parties to the agreement or
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understanding.The Director shall give notice to the parties or their
attorneys of record, a reasonable time prior to said termination, of the
filing requirement of this section. If the Director gives such notice at a
later time, irrespective of the right to file such agreement or
understanding within the six-month period on ashowing of good cause,
the parties may file such agreement or understanding within sixty days
of the receipt of such notice. Any discretionary action of the Director
under this subsection shall be reviewable under section 10 of the
Administrative Procedure Act.

(d) Parties to a patent interference, within such time as may be
specified by the Director by regulation, may determine such contest or
any aspect thereof by arbitration. Such arbitration shall be governed by
the provisions of title 9 to the extent such title is not inconsistent with
this section. The parties shall give notice of any arbitration award to the
Director, and such award shall, as between the partiesto the arbitration,
be dispositive of the issues to which it relates. The arbitration award
shall be unenforceable until such notice is given. Nothing in this
subsection shall preclude the Director from determining patentability
of the invention involved in the interference.

(Subsection (c) added Oct. 15, 1962, Public Law 87-831, 76 Stat. 958;
subsections (a) and (c) amended, Jan. 2, 1975, Public Law 93-596, sec.
1, 88 Stat. 1949; subsection (a) amended Nov. 8, 1984, Public Law
98-622, sec. 202, 98 Stat. 3386; subsection (d) added Nov. 8, 1984,
Public Law 98-622, sec. 105, 98 Stat. 3385; amended Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-566, 582 (S.
1948 secs. 4507(11) and 4732(8)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284

*NOTE: Theprovisionsof 35 U.S.C. 135 (pre-AlA), asin effect
on March 15, 2013, shall apply to each claim of an application for
patent, and any patent issued thereon, for which thefirst inventor tofile
provisions of the AIA aso apply (see35 U.S.C. 100 (note)), if such
application or patent contains or contained at any time—

(A) aclaim to an invention having an effective filing date as
defined in section 100(i), that occurs before March 16, 2013; or

(B) aspecific reference under section 120, 121, or 365(c) to any
patent or application that contains or contained at any time such aclaim.

CHAPTER 13 — REVIEW OF PATENT AND
TRADEMARK OFFICE DECISION

141 Appea to Court of Appealsfor the Federal
Circuit.

141 (pre-AlA) Appeal to Court of Appealsfor the
Federa Circuit.

142 Notice of appeal.

143 Proceedings on appeal.

143 (pre-AlA) Proceedings on appeal.

144 Decision on appeal.

145 Civil action to obtain patent.

145 (pre-AlA) Civil action to obtain patent.

146 Civil action in case of derivation proceeding.
146 (pre-AlA) Civil action in case of interference.
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35U.S.C. 141 Appeal to Court of Appealsfor the Federal
Circuit.

[Editor Note: Applicable to proceedings commenced on or after
September 16, 2012. See 35 U.S.C. 141 (pre-Al A) for thelaw otherwise
applicable*]

(@ EXAMINATIONS.—AnN applicant who is dissatisfied with
the final decision in an appeal to the Patent Trial and Appeal Board
under section 134(a) may appea the Board's decision to the United
States Court of Appealsfor the Federal Circuit. By filing such an appeal,
the applicant waives his or her right to proceed under section 145.

(b) REEXAMINATIONS—A patent owner who is dissatisfied
with the final decision in an appeal of a reexamination to the Patent
Trial and Appeal Board under section 134(a) may appeal the Board's
decision only to the United States Court of Appeals for the Federal
Circuit.

(c) POST-GRANT AND INTER PARTES REVIEWS.—A party
to aninter partesreview or a post-grant review who is dissatisfied with
the final written decision of the Patent Trial and Appeal Board under
section 318(a) or 328(a) (as the case may be) may appeal the Board's
decision only to the United States Court of Appeals for the Federal
Circuit.

(d) DERIVATION PROCEEDINGS.—A party to a derivation
proceeding who is dissatisfied with the final decision of the Patent Trial
and Appea Board in the proceeding may appeal the decision to the
United States Court of Appealsfor the Federal Circuit, but such appeal
shall be dismissed if any adverse party to such derivation proceeding,
within 20 days after the appellant hasfiled notice of appeal in accordance
with section 142, files notice with the Director that the party elects to
have al further proceedings conducted as provided in section 146. If
the appellant does not, within 30 days after the filing of such notice by
the adverse party, file a civil action under section 146, the Board's
decision shall govern the further proceedingsin the case.

(Amended Apr. 2, 1982, Public Law 97-164, sec. 163(a)(7), (b)(2), 96
Stat. 49, 50; Nov. 8, 1984, Public Law 98-622, sec. 203(a), 98 Stat.
3387; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-571, 582 (S. 1948 secs. 4605(c) and 4732(a)(10)(A)); Nov. 2,
2002, Public Law 107-273, sec. 13106, 116 Stat. 1901; amended Sept.
16, 2011, Public Law 112-29, sec. 7(c) (effective Sept. 16, 2012), 125
Stat. 284.)

*NOTE: The provisions of this section as in effect on Sept. 15, 2012
(35.U.S.C. 141 (pre-AlA)) apply to interference proceedings that are
declared after September 15, 2012 under 35 U.S.C. 135 (pre-AlA). See
Public Law 112-274, sec. 1(k)(3), __ Stat. __ (Jan. 14, 2013).

35 U.S.C. 141 (pre-AlA) Appeal tothe Court of Appeals
for the Federal Circuit.

[Editor Note: Not applicable to proceedings commenced on or after
September 16, 2012.* See 35 U.S.C. 141 for the law otherwise
applicable]

An applicant dissatisfied with the decision in an appeal to the Board of
Patent Appeals and Interferences under section 134 of this title may
appeal the decision to the United States Court of Appealsfor the Federal
Circuit. By filing such an appeal the applicant waives his or her right
to proceed under section 145 of thistitle. A patent owner, or athird-party
requester in an inter partes reexamination proceeding, who is in any
reexamination proceeding dissatisfied with thefinal decisioninan appeal
tothe Board of Patent Appealsand I nterferences under section 134 may
appeal the decision only to the United States Court of Appeals for the
Federal Circuit. A party to an interference dissatisfied with the decision
of the Board of Patent Appeals and Interferences on the interference
may appeal the decision to the United States Court of Appeals for the
Federal Circuit, but such appeal shall be dismissed if any adverse party
to such interference, within twenty days after the appellant has filed

§ 143
(pre-AlA)

notice of appeal in accordance with section 142 of thistitle, files notice
with the Director that the party elects to have all further proceedings
conducted as provided in section 146 of thistitle. If the appellant does
not, within thirty days after filing of such notice by the adverse party,
file a civil action under section 146, the decision appealed from shall
govern the further proceedingsin the case.

(Amended Apr. 2, 1982, Public Law 97-164, sec. 163(3)(7), (b)(2), 96
Stat. 49, 50; Nov. 8, 1984, Public Law 98-622, sec. 203(a), 98 Stat.
3387; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-571, 582 (S. 1948 secs. 4605(c) and 4732(a)(10)(A)); Nov. 2,
2002, Public Law 107-273, sec. 13106, 116 Stat. 1901.)

*NOTE: The provisions of 35 U.S.C. 141 (pre-AlA) as in effect on
Sept. 15, 2012 apply to interference proceedings that are declared after
September 15, 2012 under 35 U.S.C. 135 (pre-AlA). See Public Law
112-274, sec. 1(k)(3), ___ Stat. ___ (Jan. 14, 2013).

35U.S.C. 142 Notice of appeal.

When an appeal is taken to the United States Court of Appeals for the
Federal Circuit, the appellant shall file in the Patent and Trademark
Office a written notice of appeal directed to the Director, within such
time after the date of the decision from which the appeal istaken asthe
Director prescribes, but in no case less than 60 days after that date.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Apr.
2, 1982, Public Law 97-164, sec. 163(a)(7), 96 Stat. 49; Nov. 8, 1984,
Public Law 98-620, sec. 414(a), 98 Stat. 3363; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(3)(10)(A)).)

35U.S.C. 143 Proceedings on appeal.

[Editor Note: Applicable to proceedings commenced on or after Sept.
16, 2012. See 35 U.S.C. 143 (pre-Al A) for thelaw otherwise applicable]

With respect to an appeal described in section 142, the Director shall
transmit to the United States Court of Appeals for the Federal Circuit
acertified list of the documents comprising the record in the Patent and
Trademark Office. The court may request that the Director forward the
original or certified copies of such documents during the pendency of
the appeal. In an ex parte case, the Director shall submit to the court in
writing the grounds for the decision of the Patent and Trademark Office,
addressing all of theissuesraised in the appeal. The Director shall have
theright to intervenein an appeal from a decision entered by the Patent
Trial and Appeal Board in a derivation proceeding under section 135
or in an inter partes or post-grant review under chapter 31 or 32.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Apr.
2, 1982, Public Law 97-164, sec. 163(a)(7), 96 Stat. 49; Nov. 8, 1984,
Public Law 98-620, sec. 414(a), 98 Stat. 3363; Nov. 29, 1999, Public
Law 106-113, sec. 1000()(9), 113 Stat. 1501A-571, 582 (S. 1948 secs.
4605(d) and 4732(a)(10)(A)); Nov. 2, 2002, Public Law 107-273, sec.
13202, 116 Stat. 1901; amended Sept. 16, 2011, Public Law 112-29,
secs. 7(c) and 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 143 (pre-AlA) Proceedings on appeal.
[Editor Note: Not applicable to proceedings commenced on or after

September 16, 2012. See 35 U.S.C. 143 for the law otherwise
applicable.]

With respect to an appeal described in section 142 of this title, the
Director shall transmit to the United States Court of Appeals for the
Federal Circuit a certified list of the documents comprising the record
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in the Patent and Trademark Office. The court may request that the
Director forward the original or certified copies of such documents
during the pendency of the appeal. In an ex parte case or any
reexamination case, the Director shall submit to the court in writing the
groundsfor the decision of the Patent and Trademark Office, addressing
al theissuesinvolved in the appeal. The court shall, before hearing an
appeal, give notice of the time and place of the hearing to the Director
and the partiesin the appeal.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Apr.
2, 1982, Public Law 97-164, sec. 163(a)(7), 96 Stat. 49; Nov. 8, 1984,
Public Law 98-620, sec. 414(a), 98 Stat. 3363; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-571, 582 (S. 1948 secs.
4605(d) and 4732(a)(10)(A)); Nov. 2, 2002, Public Law 107-273, sec.
13202, 116 Stat. 1901.)

35U.S.C. 144 Decision on appeal.

The United States Court of Appealsfor the Federa Circuit shall review
the decision from which an appeal is taken on the record before the
Patent and Trademark Office. Upon its determination the court shall
issueto the Director its mandate and opinion, which shall be entered of
record in the Patent and Trademark Office and shall govern the further
proceedingsin the case.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Apr.
2, 1982, Public Law 97-164, sec. 163(a)(7), 96 Stat. 49; Nov. 8, 1984,
Public Law 98-620, sec. 414(a), 98 Stat. 3363; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(2)(10)(A)).)

35U.S.C. 145 Civil action to obtain patent.

[Editor Note: Applicable to any patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35

U.S.C. 145 (pre-AlA) for the law otherwise applicable.]

An applicant dissatisfied with the decision of the Patent Trial and Appeal
Board in an appeal under section 134(a) may, unless appeal has been
taken to the United States Court of Appealsfor the Federal Circuit, have
remedy by civil action against the Director in the United States District
Court for the Eastern District of Virginia if commenced within such
time after such decision, not less than sixty days, as the Director
appoints. The court may adjudge that such applicant isentitled to receive
apatent for hisinvention, as specified in any of his clamsinvolved in
the decision of the Patent Trial and Appeal Board, as the facts in the
case may appear, and such adjudication shall authorize the Director to
issue such patent on compliance with the requirements of law. All the
expenses of the proceedings shall be paid by the applicant.

(Amended Apr. 2, 1982, Public Law 97-164, sec. 163(a)(7), 96 Stat.
49; Nov. 8, 1984, Public Law 98-622, sec. 203(b), 98 Stat. 3387; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-571,
582 (S. 1948 secs. 4605(e) and 4732(a)(10)(A) ); amended Sept. 16,
2011, Public Law 112-29, secs. 9 (effective Sept. 16, 2011), 20(j)
(effective Sept. 16, 2012), and 3(j) (effective March 16, 2013), 125 Stat.
284.)

35U.S.C. 145 (pre-AlA) Civil action to obtain patent.
[Editor Note: Not applicable to any patent application subject to the

first inventor to file provisions of the AlA (see 35 U.S.C. 100 (note)).
See 35 U.S.C. 145 for the law otherwise applicable.]

An applicant dissatisfied with the decision of the Board of Patent
Appealsand Interferencesin an appeal under section 134(a) may, unless
appeal has been taken to the United States Court of Appeals for the
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Federal Circuit, have remedy by civil action against the Director in the
United States District Court for the Eastern District of Virginia if
commenced within such time after such decision, not less than sixty
days, asthe Director appoints. The court may adjudge that such applicant
is entitled to receive a patent for his invention, as specified in any of
his claimsinvolved in the decision of the Board of Patent Appeals and
Interferences, asthefactsin the case may appear, and such adjudication
shall authorize the Director to issue such patent on compliance with the
requirements of law. All the expenses of the proceedings shall be paid
by the applicant.

(Amended Apr. 2, 1982, Public Law 97-164, sec. 163(a)(7), 96 Stat.
49; Nov. 8, 1984, Public Law 98-622, sec. 203(b), 98 Stat. 3387; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-571,
582 (S. 1948 secs. 4605(€) and 4732(a)(10)(A) ); amended Sept. 16,
2011, Public Law 112-29, secs. 9 (effective Sept. 16, 2011) and 20(j)
(effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 146 Civil action in case of derivation proceeding.

[Editor Note: Applicable to any patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35
U.S.C. 146 (pre-AlA) for the law otherwise applicable]

Any party to a derivation proceeding dissatisfied with the decision of
the Patent Trial and Appeal Board on the derivation proceeding, may
have remedy by civil action, if commenced within such time after such
decision, not lessthan sixty days, asthe Director appointsor as provided
in section 141, unless he has appealed to the United States Court of
Appealsfor the Federal Circuit, and such appeal is pending or has been
decided. In such suits the record in the Patent and Trademark Office
shall be admitted on motion of either party upon thetermsand conditions
asto costs, expenses, and the further cross-examination of the witnesses
asthe court imposes, without prejudice to theright of the partiesto take
further testimony. Thetestimony and exhibits of therecord in the Patent
and Trademark Office when admitted shall have the same effect as if
originally taken and produced in the suit.

Such suit may be instituted against the party in interest as shown by the
records of the Patent and Trademark Office at the time of the decision
complained of, but any party in interest may become a party to the
action. If there be adverse partiesresiding in aplurality of districts not
embraced within the same state, or an adverse party residingin aforeign
country, the United States District Court for the Eastern District of
Virginia shall have jurisdiction and may issue summons against the
adverse parties directed to the marshal of any district in which any
adverse party resides. Summons against adverse parties residing in
foreign countries may be served by publication or otherwise asthe court
directs. The Director shall not be a necessary party but he shall be
notified of the filing of the suit by the clerk of the court in which it is
filed and shall havetheright to intervene. Judgment of the court in favor
of the right of an applicant to a patent shall authorize the Director to
issue such patent on the filing in the Patent and Trademark Office of a
certified copy of thejudgment and on compliance with the requirements
of law.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Apr.
2, 1982, Public Law 97-164, sec. 163(a)(7), 96 Stat. 49; Nov. 8, 1984,
Public Law 98-622, sec. 203(c), 98 Stat. 3387; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(10)(A)); amended Sept. 16, 2011, Public Law 112-29, secs. 9
(effective Sept. 16, 2011), sec. 20(j) (effective Sept. 16, 2012) and 3(j)
(effective March 16, 2013), 125 Stat. 284.)
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35U.S.C. 146 (pre-AlA) Civil actionin caseof interference.

[Editor Note: Not applicable to any patent application subject to the
first inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)).
See 35 U.S.C. 146 for the law otherwise applicable]

Any party to an interference dissatisfied with the decision of the Board
of Patent Appeals and Interferences on the interference, may have
remedy by civil action, if commenced within such time after such
decision, not lessthan sixty days, asthe Director appointsor as provided
in section 141, unless he has appealed to the United States Court of
Appeasfor the Federal Circuit, and such appeal is pending or has been
decided. In such suits the record in the Patent and Trademark Office
shall be admitted on motion of either party upon the termsand conditions
asto costs, expenses, and the further cross-examination of the witnesses
asthe court imposes, without prejudiceto theright of the partiesto take
further testimony. The testimony and exhibits of the record in the Patent
and Trademark Office when admitted shall have the same effect as if
originally taken and produced in the suit.

Such suit may be instituted against the party in interest as shown by the
records of the Patent and Trademark Office at the time of the decision
complained of, but any party in interest may become a party to the
action. If there be adverse partiesresiding in a plurality of districts not
embraced within the same state, or an adverse party residing in aforeign
country, the United States District Court for the Eastern District of
Virginia shall have jurisdiction and may issue summons against the
adverse parties directed to the marshal of any district in which any
adverse party resides. Summons against adverse parties residing in
foreign countries may be served by publication or otherwise asthe court
directs. The Director shall not be a necessary party but he shall be
notified of the filing of the suit by the clerk of the court in which it is
filed and shall havetheright to intervene. Judgment of the court in favor
of the right of an applicant to a patent shall authorize the Director to
issue such patent on thefiling in the Patent and Trademark Office of a
certified copy of thejudgment and on compliance with the requirements
of law.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Apr.
2, 1982, Public Law 97-164, sec. 163(a)(7), 96 Stat. 49; Nov. 8, 1984,
Public Law 98-622, sec. 203(c), 98 Stat. 3387; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(10)(A)); amended Sept. 16, 2011, Public Law 112-29, secs. 9
(effective Sept. 16, 2011) and 20(j) (effective Sept. 16, 2012), 125 Stat.
284.)

CHAPTER 14 — ISSUE OF PATENT

151 Issue of patent.

152 Issue of patent to assignee.

153 How issued.

154 Contentsand term of patent; provisional rights.

154 (pre-AlA) Contents and term of patent;
provisional rights.

155 [Repealed.]
A [Repealed.]
156 Extension of patent term.
157 [Repealed.]
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157 (pre-AlA) Statutory invention registration.
35U.S.C. 151 |ssueof patent.

If it appearsthat applicant is entitled to a patent under the law, awritten
notice of allowance of the application shall be given or mailed to the
applicant. The notice shall specify a sum, constituting the issue fee or
a portion thereof, which shall be paid within three months thereafter.

Upon payment of this sum the patent shall issue, but if payment is not
timely made, the application shall be regarded as abandoned.

Any remaining balance of theissue fee shall be paid within three months
from the sending of a notice thereof, and, if not paid, the patent shall
lapse at the termination of this three-month period. In calculating the
amount of a remaining balance, charges for a page or less may be
disregarded.

If any payment required by this section is not timely made, but is
submitted with the fee for delayed payment and the delay in payment
is shown to have been unavoidable, it may be accepted by the Director
as though no abandonment or lapse had ever occurred.

(Amended July 24, 1965, Public Law 89-83, sec. 4, 79 Stat. 260; Jan.
2,1975, Public Law 93-601, sec. 3, 88 Stat. 1956; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(a)(10)(A)); Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9),
113 Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 152 Issue of patent to assignee.

Patents may be granted to the assignee of the inventor of record in the
Patent and Trademark Office, upon the application made and the
specification sworn to by the inventor, except as otherwise provided in
thistitle.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)
35U.S.C. 153 How issued.

Patents shall be issued in the name of the United States of America,
under the seal of the Patent and Trademark Office, and shall be signed
by the Director or have hissignature placed thereon and shall be recorded
in the Patent and Trademark Office.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582
(S. 1948 sec. 4732(a)(10)(A)); Nov. 2, 2002, Public Law 107-273, sec.
13203, 116 Stat. 1902.)

35U.S.C. 154 Contentsand term of patent; provisional
rights.

[Editor Note: 35U.SC. 154(b)(1) as set forth below isonly applicable
to patent applications subject to the first inventor to file provisions of
the AIA (see 35 U.S.C. 100 (note)). See 35 U.S.C. 154(b)(1) (pre-AlA)
for the law otherwise applicable]

() IN GENERAL.—

(1) CONTENTS.—Every patent shall contain a short title
of the invention and a grant to the patentee, his heirs or assigns, of the
right to exclude others from making, using, offering for sale, or selling
the invention throughout the United States or importing the invention
into the United States, and, if the invention is a process, of the right to
exclude others from using, offering for sale or selling throughout the
United States, or importing into the United States, products made by
that process, referring to the specification for the particulars thereof.
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(2) TERM.—Subject to the payment of feesunder thistitle,
such grant shall be for aterm beginning on the date on which the patent
issues and ending 20 years from the date on which the application for
the patent was filed in the United States or, if the application contains
aspecific reference to an earlier filed application or applications under
section 120, 121, or 365(c), from the date on which the earliest such
application was filed.

(3) PRIORITY.—Priority under section 119, 365(a), or
365(b) shall not be taken into account in determining the term of a
patent.

(4) SPECIFICATION AND DRAWING.—A copy of the
specification and drawing shall be annexed to the patent and be a part
of such patent.

(b) ADJUSTMENT OF PATENT TERM.—

(1) PATENT TERM GUARANTEES —

(A) GUARANTEE OF PROMPT PATENT AND
TRADEMARK OFFICE RESPONSES.— Subject to the limitations
under paragraph (2), if the issue of an original patent is delayed due to
the failure of the Patent and Trademark Office to—

(i) provide at least one of the notifications under
section 132 or a notice of allowance under section 151 not later than
14 months after—

(1) thedate on which an application wasfiled
under section 111(a); or

(I1) thedate of commencement of the national
stage under section 371 in an international application;

(ii) respond to areply under section 132, or to an
appeal taken under section 134, within 4 months after the date on which
the reply wasfiled or the appeal was taken;

(iii) act on an application within 4 months after the
date of adecision by the Patent Trial and Appeal Board under section
134 or 135 or adecision by a Federal court under section 141, 145, or
146 in acase in which allowable claims remain in the application; or

(iv) issue a patent within 4 months after the date
on which the issue fee was paid under section 151 and all outstanding
requirements were satisfied,
the term of the patent shall be extended 1 day for each day after the end
of the period specified in clause (i), (ii), (iii), or (iv), as the case may
be, until the action described in such clauseis taken.

(B) GUARANTEE OF NO MORE THAN 3-YEAR
APPLICATION PENDENCY.— Subject to the limitations under
paragraph (2), if the issue of an original patent is delayed due to the
failure of the United States Patent and Trademark Officeto issue apatent
within 3 yearsafter the actual filing date of the application under section
111(a) inthe United States or, in the case of aninternational application,
the date of commencement of the nationa stage under section 371 in
the international application not including—

(i) any time consumed by continued examination
of the application requested by the applicant under section 132(b);

(if) any time consumed by a proceeding under
section 135(a), any time consumed by the imposition of an order under
section 181, or any time consumed by appellate review by the Patent
Trial and Appeal Board or by a Federal court; or

(iii) any delay in the processing of the application
by the United States Patent and Trademark Office requested by the
applicant except as permitted by paragraph (3)(C),
the term of the patent shall be extended 1 day for each day after theend
of that 3-year period until the patent isissued.

(C) GUARANTEE OR ADJUSTMENTS FOR
DELAYS DUE TO DERIVATION PROCEEDINGS, SECRECY
ORDERS, AND APPEAL S.— Subject to thelimitationsunder paragraph
(2), if theissue of an original patent is delayed due to—

(i) aproceeding under section 135(a);

(i) the imposition of an order under section 181;
or
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(iii) appellate review by the Patent Trial and
Appeal Board or by a Federal court in a case in which the patent was
issued under adecision in the review reversing an adverse determination
of patentability,
the term of the patent shall be extended 1 day for each day of the
pendency of the proceeding, order, or review, as the case may be.
(2) LIMITATIONS—

(A) IN GENERAL.— To the extent that periods of
delay attributable to grounds specified in paragraph (1) overlap, the
period of any adjustment granted under this subsection shall not exceed
the actual number of days the issuance of the patent was delayed.

(B) DISCLAIMED TERM.— No patent the term of
which has been disclaimed beyond a specified date may be adjusted
under this section beyond the expiration date specified in the disclaimer.

(C) REDUCTION OF PERIOD OFADJUSTMENT.—

(i) The period of adjustment of theterm of a patent
under paragraph (1) shall be reduced by a period equal to the period of
time during which the applicant failed to engage in reasonable efforts
to conclude prosecution of the application.

(ii) With respect to adjustments to patent term
made under the authority of paragraph (1)(B), an applicant shall be
deemed to have failed to engage in reasonable efforts to conclude
processing or examination of an application for the cumulative total of
any periods of time in excess of 3 months that are taken to respond to
a notice from the Office making any rejection, objection, argument, or
other request, measuring such 3-month period from the date the notice
was given or mailed to the applicant.

(iii) The Director shal prescribe regulations
establishing the circumstances that constitute a failure of an applicant
to engage in reasonable efforts to conclude processing or examination
of an application.

(3) PROCEDURES FOR PATENT TERM ADJUSTMENT
DETERMINATION.—

(A) The Director shall prescribe regul ations establishing
procedures for the application for and determination of patent term
adjustments under this subsection.

(B) Under the procedures established under
subparagraph (A), the Director shall—

(i) make adetermination of the period of any patent
term adjustment under this subsection, and shall transmit a notice of
that determination no later than the date of issuance of the patent; and

(ii) providethe applicant one opportunity to request
reconsideration of any patent term adjustment determination made by
the Director.

(C) The Director shall reinstate al or part of the
cumulative period of time of an adjustment under paragraph (2)(C) if
the applicant, prior to the issuance of the patent, makes a showing that,
in spite of all due care, the applicant was unable to respond within the
3-month period, but in no case shall more than three additional months
for each such response beyond the origina 3-month period be reinstated.

(D) The Director shall proceed to grant the patent after
completion of the Director’s determination of a patent term adjustment
under the procedures established under this subsection, notwithstanding
any appeal taken by the applicant of such determination.

(4) APPEAL OF PATENT TERM ADJUSTMENT
DETERMINATION.—

(A) An applicant dissatisfied with the Director's
decision on the applicant's request for reconsideration under paragraph
(3)(B)(ii) shal have exclusive remedy by a civil action against the
Director filed inthe United States District Court for the Eastern District
of Virginiawithin 180 days after the date of the Director's decision on
the applicant's request for reconsideration. Chapter 7 of title 5 shall
apply to such action. Any final judgment resulting in a change to the
period of adjustment of the patent term shall be served on the Director,
and the Director shall thereafter alter the term of the patent to reflect
such change.
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(B) Thedetermination of apatent term adjustment under
this subsection shall not be subject to appeal or challenge by a third
party prior to the grant of the patent.

(c) CONTINUATION.—

(1) DETERMINATION.—The term of a patent that is in
force on or that results from an application filed before the date that is
6 months after the date of the enactment of the Uruguay Round
Agreements Act shall be the greater of the 20-year term as provided in
subsection (@), or 17 years from grant, subject to any termina
disclaimers.

(2) REMEDIES.—The remedies of sections 283, 284, and
285 shall not apply to acts which —

(A) were commenced or for which substantial
investment was made before the date that is 6 months after the date of
the enactment of the Uruguay Round AgreementsAct; and

(B) became infringing by reason of paragraph (1).

(3) REMUNERATION.—The acts referred to in paragraph
(2) may be continued only upon the payment of an equitable
remuneration to the patentee that is determined in an action brought
under chapter 28 and chapter 29 (other than those provisions excluded
by paragraph (2)).
(d) PROVISIONAL RIGHTS.—

(1) IN GENERAL.— In addition to other rights provided
by this section, a patent shall include the right to obtain a reasonable
royalty from any person who, during the period beginning on the date
of publication of the application for such patent under section 122(b),
or inthecase of aninternational application filed under the treaty defined
in section 351(a) designating the United States under Article 21(2)(a)
of such treaty, the date of publication of the application, and ending on
the date the patent is issued—

(A) (i) makes, uses, offersfor sale, or sellsinthe United
States the invention as claimed in the published patent application or
imports such an invention into the United States; or

(i) if the invention as claimed in the published
patent application isaprocess, uses, offersfor sale, or sellsin the United
States or imports into the United States products made by that process
as claimed in the published patent application; and

(B) had actual notice of the published patent application
and, in a case in which the right arising under this paragraph is based
upon an international application designating the United States that is
published in a language other than English, had a trandation of the
international application into the English language.

(2) RIGHT BASED ON SUBSTANTIALLY IDENTICAL
INVENTIONS.— Theright under paragraph (1) to obtain areasonable
royalty shall not be available under this subsection unlessthe invention
as claimed in the patent is substantially identical to the invention as
claimed in the published patent application.

3) TIME LIMITATION ON OBTAINING A
REASONABLE ROYALTY.— Theright under paragraph (1) to obtain
a reasonable royalty shall be available only in an action brought not
later than 6 years after the patent is issued. The right under paragraph
(2) to obtain areasonable royalty shall not be affected by the duration
of the period described in paragraph (1).

(4) REQUIREMENTS FOR
APPLICATIONS—

INTERNATIONAL

(A) EFFECTIVE DATE.— Theright under paragraph
(1) to obtain areasonable royalty based upon the publication under the
treaty defined in section 351(a) of an international application
designating the United States shall commence on the date of publication
under the treaty of the international application, or, if the publication
under the treaty of the international application isin alanguage other
than English, on the date on which the Patent and Trademark Office
receives atrandation of the publication in the English language.

§154
(pre-AlA)

(B) COPIES.— The Director may require the applicant
to provide a copy of the international application and a translation
thereof.

(Amended July 24, 1965, Public Law 89-83, sec. 5, 79 Stat. 261; Dec.
12, 1980, Public Law 96-517, sec. 4, 94 Stat. 3018; Aug. 23, 1988,
Public Law 100-418, sec. 9002, 102 Stat. 1563; Dec. 8, 1994, Public
Law 103-465, sec. 532 (a)(1), 108 Stat. 4983; Oct. 11, 1996, Public
Law 104-295, sec. 20(e)(1), 110 Stat. 3529; subsection (b) amended
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-557 (S. 1948 sec. 4402(a)); subsection (d) added Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-564 (S. 1948
sec. 4504); subsection (b)(4) amended Nov. 2, 2002, Public Law
107-273, sec. 13206, 116 Stat. 1904; subsection (d)(4)(A) amended
Nov. 2, 2002, Public Law 107-273, sec. 13204, 116 Stat. 1902;
subsection (b)(4)(A) amended Sept. 16, 2011, Public Law 112-29, secs.
9 (effective Sept. 16, 2011), 20(j) (effective Sept. 16, 2012), and 3(j)
(effective March 16, 2013), 125 Stat. 284; subsection (b) amended Jan.
14, 2013, Public Law 112-274, sec. 1(h), __ Stat. )

35U.S.C. 154 (pre-AlA) Contentsand term of patent;
provisional rights.

[Editor Note: 35 U.S.C. 154(b)(1)(pre-AlA) as set forth below is not
applicable to any patent application subject to the first inventor to file
provisionsof the AIA (see 35 U.S.C. 100 (note)). See 35 U.S.C. 154(b)(1)
for the law otherwise applicable.]
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(b) ADJUSTMENT OF PATENT TERM.—
(1) PATENT TERM GUARANTEES.—

(A) GUARANTEE OF PROMPT PATENT AND
TRADEMARK OFFICE RESPONSES.— Subject to the limitations
under paragraph (2), if theissue of an origina patent is delayed due to
the failure of the Patent and Trademark Office to—

(i) provide at least one of the notifications under
section 132 or a notice of allowance under section 151 not later than
14 months after—

(1) the date on which an application wasfiled
under section 111(a); or

(1) thedate of commencement of the national
stage under section 371 in an international application;

(ii) respond to areply under section 132, or to an
appeal taken under section 134, within 4 months after the date on which
the reply wasfiled or the appeal was taken;

(i) act on an application within 4 months after the
date of a decision by the Board of Patent Appeals and Interferences
under section 134 or 135 or adecision by aFederal court under section
141, 145, or 146 in a case in which allowable claims remain in the
application; or

(iv) issue a patent within 4 months after the date
on which the issue fee was paid under section 151 and al outstanding
requirements were satisfied,
the term of the patent shall be extended 1 day for each day after theend
of the period specified in clause (i), (ii), (iii), or (iv), as the case may
be, until the action described in such clause is taken.

(B) GUARANTEE OF NO MORE THAN 3-YEAR
APPLICATION PENDENCY.— Subject to the limitations under
paragraph (2), if the issue of an original patent is delayed due to the
failure of the United States Patent and Trademark Officeto issue apatent
within 3 yearsafter the actual filing date of the application under section
111(a) inthe United States or, in the case of an international application,
the date of commencement of the national stage under section 371 in
the international application not including—
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(i) any time consumed by continued examination
of the application requested by the applicant under section 132(b);

(ii) any time consumed by a proceeding under
section 135(a), any time consumed by theimposition of an order under
section 181, or any time consumed by appellate review by the Board
of Patent Appeals and Interferences or by a Federal court; or

(iii) any delay in the processing of the application
by the United States Patent and Trademark Office requested by the
applicant except as permitted by paragraph (3)(C),
the term of the patent shall be extended 1 day for each day after the end
of that 3-year period until the patent isissued.

© GUARANTEE OR ADJUSTMENTS FOR
DELAY S DUE TO INTERFERENCES, SECRECY ORDERS, AND
APPEALS.— Subject to the limitationsunder paragraph (2), if theissue
of an original patent is delayed due to—

(i) aproceeding under section 135(a);

(i) the imposition of an order under section 181;
or

(iii) appellate review by the Board of Patent
Appeals and Interferences or by a Federal court in a case in which the
patent was issued under a decision in the review reversing an adverse
determination of patentability,
the term of the patent shall be extended 1 day for each day of the
pendency of the proceeding, order, or review, as the case may be.

*kkkk

(Amended July 24, 1965, Public Law 89-83, sec. 5, 79 Stat. 261; Dec.
12, 1980, Public Law 96-517, sec. 4, 94 Stat. 3018; Aug. 23, 1988,
Public Law 100-418, sec. 9002, 102 Stat. 1563; Dec. 8, 1994, Public
Law 103-465, sec. 532 (a)(1), 108 Stat. 4983; Oct. 11, 1996, Public
Law 104-295, sec. 20(e)(1), 110 Stat. 3529; subsection (b) amended
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-557 (S. 1948 sec. 4402(a)); subsection (d) added Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-564 (S. 1948
sec. 4504); subsection (b)(4) amended Nov. 2, 2002, Public Law
107-273, sec. 13206, 116 Stat. 1904; subsection (d)(4)(A) amended
Nov. 2, 2002, Public Law 107-273, sec. 13204, 116 Stat. 1902;
subsection (b)(4)(A) amended Sept. 16, 2011, Public Law 112-29, secs.
9 (effective Sept. 16, 2011) and 20(j) (effective Sept. 16, 2012), 125
Stat. 284.)

35U.S.C. 155 [Repealed]

(Repealed Sept. 16, 2011, Public Law 112-29, sec. 20(k) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 155A [Repealed.]

(Repealed Sept. 16, 2011, Public Law 112-29, sec. 20(k) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 156 Extension of patent term.

(@ The term of a patent which claims a product, a method of
using a product, or a method of manufacturing a product shall be
extended in accordance with this section from the original expiration
date of the patent, which shall include any patent term adjustment

granted under section 154(b) if —

(1) the term of the patent has not expired before an
application is submitted under subsection (d)(1) for its extension;

(2) the term of the patent has never been extended under
subsection (€)(1) of this section;

(3) an application for extension is submitted by the owner
of record of the patent or its agent and in accordance with the
requirements of paragraphs (1) through (4) of subsection (d);

(4) theproduct has been subject to aregulatory review period
before its commercial marketing or use;
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(5) (A) except as provided in subparagraph (B) or (C), the
permission for the commercial marketing or use of the product after
such regulatory review period is the first permitted commercia
marketing or use of the product under the provision of law under which
such regulatory review period occurred;

(B) in the case of a patent which claims a method of
manufacturing the product which primarily uses recombinant DNA
technology in the manufacture of the product, the permission for the
commercia marketing or use of the product after such regulatory period
is the first permitted commercial marketing or use of a product
manufactured under the process claimed in the patent; or

(C) for purposes of subparagraph (A), in the case of a
patent which —

(i) clams a new anima drug or a veterinary
biological product which (1) is not covered by the claims in any other
patent which has been extended, and (I1) has received permission for
the commercial marketing or use in non-food-producing animals and
in food-producing animals, and

(i) was not extended on the basis of the regulatory
review period for use in non-food-producing animals,
the permission for the commercial marketing or use of the drug or
product after the regulatory review period for use in food-producing
animalsisthefirst permitted commercial marketing or use of the drug
or product for administration to a food-producing animal.

The product referred to in paragraphs (4) and (5) is hereinafter in this
section referred to as the “ approved product.”

(b) Except as provided in subsection (d)(5)(F), the rights derived
from any patent the term of which is extended under this section shall
during the period during which the term of the patent is extended —

(1) inthecase of apatent which claimsaproduct, belimited
to any use approved for the product —

(A) beforethe expiration of the term of the patent —

(i) under the provision of law under which the
applicable regulatory review occurred, or
(ii) under the provision of law under which any
regulatory review described in paragraph (1), (4), or (5) of subsection
(9) occurred, and
(B) on or after the expiration of the regulatory review
period upon which the extension of the patent was based;
(2) in the case of a patent which claims a method of using
aproduct, be limited to any use claimed by the patent and approved for
the product —

(A) beforethe expiration of the term of the patent —

(i) under any provision of law under which an
applicable regulatory review occurred, and
(ii) under the provision of law under which any
regulatory review described in paragraph (1), (4), or (5) of subsection
(9) occurred, and
(B) on or after the expiration of the regulatory review
period upon which the extension of the patent was based; and
(3) in the case of a patent which claims a method of
manufacturing a product, be limited to the method of manufacturing as
used to make —

(A) the approved product, or

(B) the product if it has been subject to a regulatory
review period described in paragraph (1), (4), or (5) of subsection (g).
As used in this subsection, the term “product” includes an approved
product.

(c) Theterm of a patent eligible for extension under subsection

(a) shall be extended by the time equal to the regulatory review period
for the approved product which period occurs after the date the patent
isissued, except that—
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(1) each period of the regulatory review period shall be
reduced by any period determined under subsection (d)(2)(B) during
which the applicant for the patent extension did not act with due
diligence during such period of the regulatory review period,;

(2) after any reduction required by paragraph (1), the period
of extension shall include only one-half of the time remaining in the
periods described in paragraphs (1)(B)(i). (2)(B)(i), (3)(B)(i). (4)(B)(i),
and (5)(B)(i) of subsection (g);

(3) if the period remaining in the term of a patent after the
date of the approval of the approved product under the provision of law
under which such regulatory review occurred when added to the
regulatory review period asrevised under paragraphs (1) and (2) exceeds
fourteen years, the period of extension shall be reduced so that the total
of both such periods does not exceed fourteen years, and

(4) inno event shall more than one patent be extended under
subsection (e)(i) for the same regulatory review period for any product.

(d) (1) To obtain an extension of the term of a patent under this
section, the owner of record of the patent or its agent shall submit an
application to the Director. Except as provided in paragraph (5), such
an application may only be submitted within the sixty-day period
beginning on the date the product received permission under the
provision of law under which the applicable regulatory review period
occurred for commercial marketing or use. The application shall
contain—

(A) theidentity of the approved product and the Federal
statute under which regulatory review occurred;

(B) theidentity of the patent for which an extension is
being sought and the identity of each claim of such patent which claims
the approved product or a method of using or manufacturing the
approved product;

(C) information to enable the Director to determine
under subsections (a) and (b) the eligibility of a patent for extension
and the rights that will be derived from the extension and information
to enable the Director and the Secretary of Health and Human Services
or the Secretary of Agriculture to determine the period of the extension
under subsection (g);

(D) abrief description of the activities undertaken by
the applicant during the applicable regulatory review period with respect
to the approved product and the significant dates applicable to such
activities; and

(E) such patent or other information as the Director
may require.

For purposes of determining the date on which a product receives
permission under the second sentence of this paragraph, if such
permission is transmitted after 4:30 PM., Eastern Time, on a business
day, or is transmitted on a day that is not a business day, the product
shall be deemed to receive such permission on the next business day.
For purposes of the preceding sentence, the term "business day" means
any Monday, Tuesday, Wednesday, Thursday, or Friday, excluding any
legal holiday under section 6103 of title 5.

(2) (A) Within 60 days of the submittal of an application
for extension of the term of a patent under paragraph (1), the Director
shall notify —

(i) the Secretary of Agricultureif the patent claims
adrug product or a method of using or manufacturing a drug product
and the drug product is subject to the Virus-Serum-Toxin Act, and

(i) the Secretary of Health and Human Services
if the patent claims any other drug product, amedical device, or afood
additive or color additive or a method of using or manufacturing such
a product, device, or additive and if the product, device, and additive
are subject to the Federal Food, Drug and Cosmetic Act, of the extension
application and shall submit to the Secretary who is so notified a copy
of the application. Not later than 30 days after the receipt of an
application from the Director, the Secretary reviewing the application
shall review the dates contained in the application pursuant to paragraph
(1)(C) and determine the applicable regulatory review period, shall
notify the Director of the determination, and shall publishinthe Federal
Register a notice of such determination.
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(B) (i) If apetition issubmitted to the Secretary making
the determination under subparagraph (A), not later than 180 days after
the publication of the determination under subparagraph (A), upon which
it may reasonably be determined that the applicant did not act with due
diligence during the applicable regulatory review period, the Secretary
making the determination shall, in accordance with regulations
promulgated by the Secretary, determineif the applicant acted with due
diligence during the applicable regulatory review period. The Secretary
making the determination shall make such determination not later than
90 days after the receipt of such a petition. For adrug product, device,
or additive subject to the Federal Food, Drug, and Cosmetic Act or the
Public Health Service Act, the Secretary may not delegate the authority
to make the determination prescribed by this clause to an office below
the Office of the Commissioner of Food and Drugs. For aproduct subject
to the Virus-Serum-Toxin Act, the Secretary of Agriculture may not
delegate the authority to make the determination prescribed by this
clause to an office below the Office of the Assistant Secretary for
Marketing and Inspection Services.

(if) The Secretary making a determination under
clause (i) shall notify the Director of the determination and shall publish
in the Federal Register anotice of such determination together with the
factual and legal basis for such determination. Any interested person
may request, within the 60-day period beginning on the publication of
a determination, the Secretary making the determination to hold an
informal hearing on the determination. If such arequest is made within
such period, such Secretary shall hold such hearing not later than 30
days after the date of the request, or at the request of the person making
the request, not later than 60 days after such date. The Secretary who
is holding the hearing shall provide notice of the hearing to the owner
of the patent involved and to any interested person and provide the
owner and any interested person an opportunity to participate in the
hearing. Within 30 days after the completion of the hearing, such
Secretary shall affirm or revise the determination which wasthe subject
of the hearing and notify the Director of any revision of the
determination and shall publish any such revisionin the Federal Register.

(3) For the purposes of paragraph (2)(B), the term “due
diligence” means that degree of attention, continuous directed effort,
and timeliness as may reasonably be expected from, and are ordinarily
exercised by, a person during aregulatory review period.

(4) An application for the extension of the term of a patent
is subject to the disclosure requirements prescribed by the Director.

(5) (A) If the owner of record of the patent or its agent
reasonably expectsthat the applicable regulatory review period described
in paragraphs (1)(B)(ii), (2)(B)(ii). (3)(B)(ii), (4)(B)(ii), or (5)(B)(ii) of
subsection (g) that began for a product that is the subject of such patent
may extend beyond the expiration of the patent term in effect, the owner
or its agent may submit an application to the Director for an interim
extension during the period beginning 6 months, and ending 15 days
before such term is due to expire. The application shall contain—

(i) theidentity of the product subject to regulating
review and the Federa statute under which such review is occurring;

(i) the identity of the patent for which interim
extension is being sought and the identity of each claim of such patent
which claims the product under regulatory review or amethod of using
or manufacturing the product;

(iii) information to enablethe Director to determine
under subsection (a)(1), (2), and (3) the eligibility of a patent for
extension;

(iv) abrief description of the activities undertaken
by the applicant during the applicable regulatory review period to date
with respect to the product under review and the significant dates
applicable to such activities; and

(v) such patent or other information asthe Director
may require.

(B) If the Director determines that, except for
permission to market or use the product commercially, the patent would
be eligible for an extension of the patent term under this section, the
Director shall publish in the Federa Register a notice of such
determination, including the identity of the product under regulatory
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review, and shall issue to the applicant a certificate of interim extension
for aperiod of not more than 1 year.

(C) The owner of record of a patent, or its agent, for
which an interim extension has been granted under subparagraph (B),
may apply for not more than 4 subsequent interim extensions under this
paragraph, except that, in the case of a patent subject to subsection
(9)(6)(C), the owner of record of the patent, or its agent, may apply for
only 1 subsequent interim extension under this paragraph. Each such
subseguent application shall be made during the period beginning 60
daysbefore, and ending 30 days before, the expiration of the preceding
interim extension.

(D) Each certificate of interim extension under this
paragraph shall be recorded in the official file of the patent and shall be
considered part of the original patent.

(E) Any interim extension granted under this paragraph
shall terminate at the end of the 60-day period beginning on the day on
which the product involved receives permission for commercia
marketing or use, except that, if within that 60-day period, the applicant
notifies the Director of such permission and submits any additional
information under paragraph (1) of this subsection not previously
contained in the application for interim extension, the patent shall be
further extended, in accordance with the provisions of this section—

(i) for not to exceed 5 years from the date of
expiration of the original patent term; or

(it) if the patent is subject to subsection (g)(6)(C),
from the date on which the product involved receives approva for
commercial marketing or use.

(F) Therightsderived from any patent theterm of which

is extended under this paragraph shall, during the period of interim
extension—

(i) inthe case of a patent which claims a product,
be limited to any use then under regulatory review;

(i) inthe case of a patent which claims a method
of using a product, be limited to any use claimed by the patent then
under regulatory review; and

(iii) in the case of a patent which claims a method
of manufacturing a product, be limited to the method of manufacturing
as used to make the product then under regulatory review.

(e) (1) A determination that apatent iseligible for extension may
be made by the Director solely on the basis of the representations
contained in the application for the extension. If the Director determines
that a patent is eligible for extension under subsection (a) and that the
requirements of paragraphs (1) through (4) of subsection (d) have been
complied with, the Director shall issueto the applicant for the extension
of the term of the patent a certificate of extension, under seal, for the
period prescribed by subsection (c). Such certificate shall be recorded
in the official file of the patent and shall be considered as part of the
original patent.

(2) If theterm of apatent for which an application has been
submitted under subsection (d)(1) would expire before a certificate of
extension is issued or denied under paragraph (1) respecting the
application, the Director shall extend, until such determination is made,
the term of the patent for periods of up to oneyear if he determinesthat
the patent is eligible for extension.

(f) For purposes of this section:

(1) Theterm “product” means:

(A) A drug product.
(B) Any medical device, food additive, or color additive
subject to regulation under the Federal Food, Drug, and Cosmetic Act.
(2) The term “drug product” means the active ingredient
of—

(A) anew drug, antibiotic drug, or human biological
product (asthose termsare used in the Federal Food, Drug, and Cosmetic
Act and the Public Health Service Act), or

(B) anew animal drug or veterinary biological product
(as those terms are used in the Federal Food, Drug, and Cosmetic Act
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and the Virus-Serum-Toxin Act) which is not primarily manufactured
using recombinant DNA, recombinant RNA, hybridoma technology,
or other processesinvolving site specific genetic manipul ation techniques
including any salt or ester of the active ingredient, as a single entity or
in combination with another active ingredient.

(3) The term “major health or environmental effects test”
means atest which is reasonably related to the evaluation of the health
or environmental effects of aproduct, which requiresat least six months
to conduct, and the data from which is submitted to receive permission
for commercial marketing or use. Periods of analysis or evaluation of
test results are not to be included in determining if the conduct of atest
required at least six months.

(4) (A) Any referenceto section 351 isareferenceto section
351 of the Public Health Service Act.

(B) Any reference to section 503, 505, 512, or 515isa
reference to section 503, 505, 512, or 515 of the Federal Food, Drug
and Cosmetic Act.

(C) Any reference to the Virus-Serum-Toxin Act is a
reference to the Act of March 4, 1913 (21 U.S.C. 151 - 158).

(5) Theterm*“informal hearing” hasthe meaning prescribed
for such term by section 201(y) of the Federal Food, Drug and Cosmetic
Act.

(6) Theterm “patent” means a patent issued by the United
States Patent and Trademark Office.

(7) The term “date of enactment” as used in this section
means September 24, 1984, for human drug product, amedical device,
food additive, or color additive.

(8) The term “date of enactment” as used in this section
means the date of enactment of the Generic Animal Drug and Patent
Term Restoration Act for an animal drug or a veterinary biological
product.

(g) For purposes of this section, the term “regulatory review
period” has the following meanings:

(1) (A) In the case of a product which is a new drug,
antibiotic drug, or human biological product, the term meansthe period
described in subparagraph (B) to which the limitation described in
paragraph (6) applies.

(B) The regulatory review period for a new drug,
antibiotic drug, or human biological product is the sum of —

(i) the period beginning on the date an exemption
under subsection (i) of section 505 or subsection (d) of section 507
became effective for the approved product and ending on the date an
application wasinitially submitted for such drug product under section
351, 505, or 507, and
(it) the period beginning on the date the application
was initially submitted for the approved product under section 351,
subsection (b) of section 505, or section 507 and ending on the date
such application was approved under such section.
(2) (A) Inthe case of aproduct whichisafood additive or
color additive, theterm meansthe period described in subparagraph (B)
to which the limitation described in paragraph (6) applies.
(B) The regulatory review period for a food or color
additive is the sum of —

(i) the period beginning on the date amajor health
or environmental effects test on the additive was initiated and ending
on the date a petition wasinitially submitted with respect to the product
under the Federal Food, Drug, and Cosmetic Act requesting theissuance
of aregulation for use of the product, and

(ii) the period beginning on the date a petition was
initially submitted with respect to the product under the Federal Food,
Drug, and Cosmetic Act requesting the issuance of aregulation for use
of the product, and ending on the date such regul ation became effective
or, if objections were filed to such regulation, ending on the date such
objections were resolved and commercial marketing was permitted or,
if commercial marketing was permitted and later revoked pending further
proceedings as a result of such objections, ending on the date such
proceedings were finaly resolved and commercial marketing was
permitted.
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(3) (A) Inthe case of aproduct which isamedical device,
the term means the period described in subparagraph (B) to which the
limitation described in paragraph (6) applies.

(B) Theregulatory review period for amedical device
isthe sum of —

(i) the period beginning on the date a clinical
investigation on humans involving the device was begun and ending on
the date an application wasinitially submitted with respect to thedevice
under section 515, and

(ii) the period beginning on the date an application
wasinitially submitted with respect to the device under section 515 and
ending on the date such application was approved under such Act or
the period beginning on the date a notice of completion of a product
development protocol was initially submitted under section 515(f)(5)
and ending on the date the protocol was declared completed under
section 515(f)(6).

(4) (A) Inthecaseof aproduct whichisanew animal drug,
the term means the period described in subparagraph (B) to which the
limitation described in paragraph (6) applies.

(B) Theregulatory review period for anew animal drug
product is the sum of —

(i) the period beginning on the earlier of the date
amajor health or environmental effects test on the drug was initiated
or the date an exemption under subsection (j) of section 512 became
effective for the approved new animal drug product and ending on the
date an application wasinitially submitted for such animal drug product
under section 512, and

(ii) the period beginning on the date the application
was initially submitted for the approved animal drug product under
subsection (b) of section 512 and ending on the date such application
was approved under such section.

(5) (A) In the case of a product which is a veterinary
biological product, the term meansthe period described in subparagraph
(B) to which the limitation described in paragraph (6) applies.

(B) The regulatory period for a veterinary biological
product isthe sum of —

(i) the period beginning on the date the authority
to prepare an experimental biological product under the Virus-
Serum-Toxin Act became effective and ending on the date an application
for alicense was submitted under the Virus-Serum-Toxin Act, and

(it) the period beginning on the date an application
for a license was initially submitted for approva under the
Virus-Serum-Toxin Act and ending on the date such license was issued.

(6) A period determined under any of the preceding
paragraphs is subject to the following limitations:

(A) If the patent involved was issued after the date of
the enactment of this section, the period of extension determined on the
basis of the regulatory review period determined under any such
paragraph may not exceed five years.

(B) If the patent involved was issued before the date of
the enactment of this section and —

(i) no request for an exemption described in
paragraph (1)(B) or (4)(B) was submitted and no request for the authority
described in paragraph (5)(B) was submitted,

(i) no maor health or environment effects test
described in paragraph (2)(B) or (4)(B) wasinitiated and no petition for
aregulation or application for registration described in such paragraph
was submitted, or

(iii) noclinical investigation described in paragraph
(3) was begun or product development protocol described in such
paragraph was submitted, before such date for the approved product the
period of extension determined on the basis of the regulatory review
period determined under any such paragraph may not exceed fiveyears.

(C) If the patent involved wasissued before the date of
the enactment of this section and if an action described in subparagraph
(B) was taken before the date of enactment of this section with respect
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to the approved product and the commercial marketing or use of the
product has not been approved before such date, the period of extension
determined on the basis of the regulatory review period determined
under such paragraph may not exceed two years or in the case of an
approved product which is a new animal drug or veterinary biological
product (asthosetermsare used in the Federal Food, Drug, and Cosmetic
Act or the Virus-Serum-Toxin Act), three years.

(h) The Director may establish such fees as the Director
determines appropriate to cover the costs to the Office of receiving and
acting upon applications under this section.

(Added Sept. 24, 1984, Public Law 98-417, sec. 201(a), 98 Stat. 1598;
amended Nov. 16, 1988, Public Law 100-670, sec. 201(a)-(h), 102 Stat.
3984; Dec. 3, 1993, Public Law 103-179, secs. 5, 6, 107 Stat. 2040,
2042; Dec. 8, 1994, Public Law 103-465, sec. 532(c)(1), 108 Stat. 4987,
subsection (f) amended Nov. 21, 1997, Public Law 105-115, sec.
125(b)(2)(P), 111 Stat. 2326; amended Nov. 29, 1999, Public Law
106-113, sec. 1000(8)(9), 113 Stat. 1501A-560, 582 (S. 1948 secs. 4404
and 4732(8)(10)(A)); subsections (b)(3)(B), (d)(2)(B)(i), and
(9)(6)(B)(iii) amended Nov. 2, 2002, Public Law 107-273, sec. 13206,
116 Stat. 1904; subsection (d)(1) amended Sept. 16, 2011, Public Law
112-29, sec. 37, 125 Stat. 284.)

35U.S.C. 157 [Repealed.]

(Repesled Sept. 16, 2011, Public Law 112-29, sec. 3(e) (effective March
16, 2013), 125 Stat. 284.)

35U.S.C. 157 (pre-AlA) Statutory invention registration.

[Editor Note: Not applicable to requests for statutory invention
registrations filed on or after March 16, 2013. 35 U.S.C. 157 repealed
with regard to such requests.]

(8 Notwithstanding any other provision, the Director isauthorized
to publish astatutory invention registration containing the specification
and drawings of a regularly filed application for a patent without
examination if the applicant —

(1) meetsthe requirements of section 112;

(2) has complied with the requirements for printing, as set
forth in regulations of the Director;

(3) waives the right to receive a patent on the invention
within such period as may be prescribed by the Director; and

(4) pays application, publication, and other processing fees
established by the Director.If an interference is declared with respect
to such an application, a statutory invention registration may not be
published unlesstheissue of priority of invention isfinally determined
in favor of the applicant.

(b) The waiver under subsection (8)(3) of this section by an
applicant shall take effect upon publication of the statutory invention
registration.

(c) A statutory invention registration published pursuant to this
section shall have al of the attributes specified for patentsin this title
except those specified in section 183 and sections 271 through 289. A
statutory invention registration shall not have any of the attributes
specified for patents in any other provision of law other than thistitle.
A statutory invention registration published pursuant to this section
shall give appropriate notice to the public, pursuant to regulationswhich
the Director shall issue, of the preceding provisions of this subsection.
The invention with respect to which a statutory invention certificate is
published is not a patented invention for purposes of section 292.

(d) The Director shall report to the Congress annually on the use
of statutory invention registrations. Such report shall include an
assessment of the degree to which agencies of the federal government
aremaking use of the statutory invention registration system, the degree
to which it aids the management of federally developed technology,
and an assessment of the cost savings to the Federal Government of the
uses of such procedures.
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(Added Nov. 8, 1984, Public Law 98-622, sec. 102(a), 98 Stat. 3383;
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582, 583 (S. 1948 secs. 4732(a)(10)(A) and 4732(a)(11));
amended Sept. 16, 2011, Public Law 112-29, sec. 20(j) (effective Sept.
16, 2012), 125 Stat. 284.)

CHAPTER 15— PLANT PATENTS

Sec.
161 Patentsfor plants.

162 Description, claim.
163 Grant.

164 Assistance of the Department of Agriculture.
35U.S.C. 161 Patentsfor plants.

Whoever invents or discovers and asexually reproduces any distinct
and new variety of plant, including cultivated sports, mutants, hybrids,
and newly found seedlings, other than a tuber propagated plant or a
plant found in an uncultivated state, may obtain a patent therefor, subject
to the conditions and requirements of thistitle.

The provisions of thistitlerelating to patents for inventions shall apply
to patents for plants, except as otherwise provided.

(Amended Sept. 3, 1954, 68 Stat. 1190.)
35U.S.C. 162 Description, claim.

No plant patent shall be declared invalid for noncompliance with section
112 if the description is as complete asis reasonably possible.

The claimin the specification shall bein formal termsto the plant shown
and described.

(Amended Sept. 16, 2011, Public Law 112-29, sec. 20(j) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 163 Grant.

In the case of aplant patent, the grant shall include the right to exclude
others from asexually reproducing the plant, and from using, offering
for sale, or selling the plant so reproduced, or any of its parts, throughout
the United States, or from importing the plant so reproduced, or any
parts thereof, into the United States.

(Amended Oct. 27, 1998, Public Law 105-289, sec. 3, 112 Stat. 2781.)
35U.S.C. 164 Assistanceof the Department of Agriculture.

The President may by Executive order direct the Secretary of
Agriculture, in accordance with the requests of the Director, for the
purpose of carrying into effect the provisions of this title with respect
to plants (1) to furnish available information of the Department of
Agriculture, (2) to conduct through the appropriate bureau or division
of the Department research upon specia problems, or (3) to detail to
the Director officers and employees of the Department.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)
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CHAPTER 16 — DESIGNS

Sec.
171 Patentsfor designs.

172 Right of priority.

172 (pre-AlA) Right of priority.
173 Term of design patent.
35U.S.C. 171 Patentsfor designs.

Whoever inventsany new, original, and ornamental designfor an article
of manufacture may obtain a patent therefor, subject to the conditions
and requirements of thistitle.

The provisions of thistitlerelating to patents for inventions shall apply
to patents for designs, except as otherwise provided.

35U.S.C. 172 Right of priority.

[Editor Note: Applicable to any patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35
U.S.C. 172 (pre-Al A) for the law otherwise applicable.]

The right of priority provided for by subsections (a) through (d) of
section 119 shall be six months in the case of designs. The right of
priority provided for by section 119(e) shall not apply to designs.

(Amended Dec. 8, 1994, Public Law 103-465, sec. 532(c)(2), 108 Stat.
4987; amended Sept. 16, 2011, Public Law 112-29, sec. 20(j) (effective
Sept. 16, 2012) and sec. 3(g)(effective March 16, 2013), 125 Stat. 284.)

35U.S.C. 172 (pre-AlA) Right of priority.

[Editor Note: Not applicable to any patent application subject to the
first inventor to file provisions of the AlA (see 35 U.S.C. 100 (note)).
See 35 U.S.C. 172 for the law otherwise applicable]

The right of priority provided for by subsections (a) through (d) of
section 119 and thetime specified in section 102(d) shall be six months
in the case of designs. The right of priority provided for by section
119(e) shall not apply to designs.

(Amended Dec. 8, 1994, Public Law 103-465, sec. 532(c)(2), 108 Stat.
4987; amended Sept. 16, 2011, Public Law 112-29, sec. 20(j), 125 Stat.
284, effective Sept. 16, 2012.)

35U.S.C. 173 Term of design patent.

Patents for designs shall be granted for the term of fourteen years from
the date of grant.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 16, 96 Stat. 321;
Dec. 8, 1994, Public Law 103-465, sec. 532(c)(3), 108 Stat. 4987.)

CHAPTER 17 — SECRECY OF CERTAIN
INVENTIONSAND FILING APPLICATIONSIN
FOREIGN COUNTRIES
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181 Secrecy of certain inventions and withholding
of patent.

182 Abandonment of invention for unauthorized
disclosure.

183 Right to compensation.
184 Filing of application in foreign country.

184 (pre-AlA) Filing of application in foreign
country.

185 Patent barred for filing without license.

185 (pre-AlA) Patent barred for filing without
license.

186 Penalty.
187 Nonapplicability to certain persons.

188 Rules and regulations, delegation of power.

35U.S.C. 181 Secrecy of certain inventionsand withholding
of patent.

Whenever publication or disclosure by the publication of an application
or by the grant of a patent on an invention in which the Government
hasaproperty interest might, in the opinion of the head of theinterested
Government agency, be detrimental to the national security, the
Commissioner of Patents upon being so notified shall order that the
invention be kept secret and shall withhold the publication of an
application or the grant of a patent therefor under the conditions set
forth hereinafter.

Whenever the publication or disclosure of aninvention by the publication
of an application or by the granting of apatent, in which the Government
does not have a property interest, might, in the opinion of the
Commissioner of Patents, be detrimental to the national security, he
shall make the application for patent in which such invention is disclosed
availablefor inspection to the Atomic Energy Commission, the Secretary
of Defense, and the chief officer of any other department or agency of
the Government designated by the President as a defense agency of the
United States.

Each individual to whom the application is disclosed shall sign a dated
acknowledgment thereof, which acknowledgment shall be entered in
the file of the application. If, in the opinion of the Atomic Energy
Commission, the Secretary of aDefense Department, or the chief officer
of another department or agency so designated, the publication or
disclosure of the invention by the publication of an application or by
the granting of a patent therefor would be detrimental to the national
security, the Atomic Energy Commission, the Secretary of a Defense
Department, or such other chief officer shall notify the Commissioner
of Patentsand the Commissioner of Patents shall order that theinvention
be kept secret and shall withhold the publication of the application or
the grant of a patent for such period as the national interest requires,
and notify the applicant thereof. Upon proper showing by the head of
the department or agency who caused the secrecy order to be issued
that the examination of the application might jeopardize the national
interest, the Commissioner of Patents shall thereupon maintain the
application in a sealed condition and notify the applicant thereof. The
owner of an application which has been placed under a secrecy order
shall have aright to appeal from the order to the Secretary of Commerce
under rules prescribed by him.

An invention shall not be ordered kept secret and the publication of an
application or the grant of a patent withheld for a period of more than

§183

oneyear. The Commissioner of Patents shall renew the order at the end
thereof, or at the end of any renewal period, for additional periods of
one year upon notification by the head of the department or the chief
officer of the agency who caused the order to be issued that an
affirmative determination has been made that the national interest
continuesto so require. An order in effect, or issued, during atime when
the United States is at war, shall remain in effect for the duration of
hostilities and one year following cessation of hostilities. An order in
effect, or issued, during anational emergency declared by the President
shall remain in effect for the duration of the national emergency and
six months thereafter. The Commissioner of Patents may rescind any
order upon notification by the heads of the departments and the chief
officers of the agencies who caused the order to be issued that the
publication or disclosure of the invention is no longer deemed
detrimental to the national security.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-566, 582 (S. 1948 secs. 4507(7) and 4732(a)(10)(B)).)

35U.S.C. 182 Abandonment of invention for unauthorized
disclosure.

The invention disclosed in an application for patent subject to an order
made pursuant to section 181 may be held abandoned upon its being
established by the Commissioner of Patents that in violation of said
order theinvention has been published or disclosed or that an application
for a patent therefor has been filed in aforeign country by the inventor,
his successors, assigns, or legal representatives, or anyone in privity
with him or them, without the consent of the Commissioner of Patents.
The abandonment shall be held to have occurred as of the time of
violation. The consent of the Commissioner of Patents shall not be given
without the concurrence of the heads of the departments and the chief
officers of the agencies who caused the order to be issued. A holding
of abandonment shall constitute forfeiture by the applicant, his
successors, assigns, or legal representatives, or anyone in privity with
him or them, of all claims against the United States based upon such
invention.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(B)); amended Sept. 16, 2011,
Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 183 Right to compensation.

An applicant, his successors, assigns, or legal representatives, whose
patent is withheld as herein provided, shall have theright, beginning at
the date the applicant is notified that, except for such order, his
applicationisotherwisein condition for allowance, or February 1, 1952,
whichever islater, and ending six years after a patent isissued thereon,
to apply to the head of any department or agency who caused the order
to be issued for compensation for the damage caused by the order of
secrecy and/or for the use of theinvention by the Government, resulting
from his disclosure. The right to compensation for use shall begin on
the date of the first use of the invention by the Government. The head
of the department or agency is authorized, upon the presentation of a
claim, to enter into an agreement with the applicant, his successors,
assigns, or legal representatives, in full settlement for the damage and/or
use. This settlement agreement shall be conclusive for al purposes
notwithstanding any other provision of law to the contrary. If full
settlement of the claim cannot be effected, the head of the department
or agency may award and pay to such applicant, his successors, assigns,
or legal representatives, a sum not exceeding 75 per centum of the sum
which the head of the department or agency considersjust compensation
for thedamage and/or use. A claimant may bring suit against the United
States in the United States Court of Federal Claims or in the District
Court of the United States for the district in which such claimant is a
resident for an amount which when added to the award shall congtitute
just compensation for the damage and/or use of the invention by the
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Government. The owner of any patent issued upon an application that
was subject to a secrecy order issued pursuant to section 181, who did
not apply for compensation as above provided, shall have theright, after
the date of issuance of such patent, to bring suit in the United States
Court of Federal Claims for just compensation for the damage caused
by reason of the order of secrecy and/or use by the Government of the
invention resulting from his disclosure. The right to compensation for
use shall begin on the date of the first use of the invention by the
Government. In a suit under the provisions of this section the United
States may avail itself of all defenses it may plead in an action under
section 1498 of title 28. This section shall not confer aright of action
on anyoneor his successors, assigns, or legal representativeswho, while
in the full-time employment or service of the United States, discovered,
invented, or developed the invention on which the claim is based.

(Amended Apr. 2, 1982, Public Law 97-164, sec. 160(a)(12), 96 Stat.
48; Oct. 29, 1992, Public Law 102-572, sec. 902 (b)(1), 106 Stat. 4516;
amended Sept. 16, 2011, Public Law 112-29, sec. 20(j) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 184 Filing of application in foreign country.

[Editor Note: Applicable to proceedings commenced on or after Sept.
16,2012. See 35 U.S.C. 184 (pre-Al A) for the law otherwise applicable)]

(a) FILINGIN FOREIGN COUNTRY.—Except when authorized
by alicense obtained from the Commissioner of Patents a person shall
not file or cause or authorize to befiled in any foreign country prior to
six months after filing in the United States an application for patent or
for the registration of a utility model, industrial design, or model in
respect of an invention made in this country. A license shal not be
granted with respect to an invention subject to an order issued by the
Commissioner of Patents pursuant to section 181 without the
concurrence of the head of the departments and the chief officers of the
agencieswho caused the order to beissued. The license may be granted
retroactively where an application has been filed abroad through error
and the application does not disclose an invention within the scope of
section 181.

(b) APPLICATION.—The term “application” when used in this
chapter includes applications and any modifications, amendments, or
supplements thereto, or divisions thereof.

(c) SUBSEQUENT MODIFICATIONS,AMENDMENTS,AND
SUPPLEMENTS.—The scope of a license shall permit subsequent
modifications, amendments, and supplements containing additional
subject matter if the application upon which the request for the license
isbased is not, or was not, required to be made available for inspection
under section 181 and if such modifications, amendments, and
supplements do not change the general nature of the invention in a
manner which would require such application to be made available for
inspection under such section 181. In any caseinwhich alicenseisnot,
or wasnot, required in order to file an application in any foreign country,
such subsequent modifications, amendments, and supplements may be
made, without alicense, to the application filed in the foreign country
if the United States application was not required to be made available
for inspection under section 181 and if such modifications, amendments,
and supplements do not, or did not, change the general nature of the
invention in amanner which would require the United States application
to have been made available for inspection under such section 181.

(Amended Aug. 23, 1988, Public Law 100-418, sec. 9101(b)(1), 102
Stat. 1567; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(B)); amended Sept. 16, 2011,
Public Law 112-29, secs. 20(b) and (j) (effective Sept. 16, 2012), 125
Stat. 284)
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35U.S.C. 184 (pre-AlA) Filing of application in foreign
country.

[Editor Note: Not applicable to proceedings commenced on or after
September 16, 2012. See 35 U.S.C. 184 for the law otherwise
applicable]

Except when authorized by a license obtained from the Commissioner
of Patents a person shall not file or cause or authorize to befiled in any
foreign country prior to six months after filing in the United States an
application for patent or for theregistration of autility model, industrial
design, or model in respect of an invention made in this country. A
license shall not be granted with respect to an invention subject to an
order issued by the Commissioner of Patents pursuant to section 181
of thistitle without the concurrence of the head of the departments and
the chief officers of the agencies who caused the order to be issued.
The license may be granted retroactively where an application hasbeen
filed abroad through error and without deceptive intent and the
application does not disclose an invention within the scope of section
181 of thistitle.

The term “application” when used in this chapter includes applications
and any modifications, anendments, or supplementsthereto, or divisions
thereof.

The scope of a license shall permit subsequent modifications,
amendments, and supplements containing additional subject matter if
the application upon which the request for the license is based is not,
or was not, required to be made available for inspection under section
181 of thistitleand if such modifications, amendments, and supplements
do not change the general nature of the invention in a manner which
would require such application to be made available for inspection under
such section 181. In any case in which a license is not, or was not,
required in order to file an application in any foreign country, such
subsequent modifications, amendments, and supplements may be made,
without a license, to the application filed in the foreign country if the
United States application was not required to be made available for
inspection under section 181 and if such modifications, amendments,
and supplements do not, or did not, change the genera nature of the
invention in amanner which would require the United States application
to have been made available for inspection under such section 181.

(Amended Aug. 23, 1988, Public Law 100-418, sec. 9101(b)(1), 102
Stat. 1567; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(B)).)

35U.S.C. 185 Patent barred for filing without license.

[Editor Note: Applicable to proceedings commenced on or after Sept.
16, 2012. See 35 U.S.C. 185 (pre-Al A) for thelaw otherwise applicable]

Notwithstanding any other provisions of law any person, and his
successors, assigns, or legal representatives, shall not receive a United
States patent for an invention if that person, or his successors, assigns,
or legal representatives shall, without procuring the license prescribed
in section 184, have made, or consented to or assisted another’smaking,
application in aforeign country for a patent or for the registration of a
utility model, industrial design, or model in respect of the invention. A
United States patent issued to such person, his successors, assigns, or
legal representatives shall be invalid, unless the failure to procure such
license was through error, and the patent does not di sclose subject matter
within the scope of section 181.

(Amended Aug. 23, 1988, Public Law 100-418, sec. 9101(b)(2), 102
Stat. 1568; Nov. 2, 2002, Public Law 107-273, sec. 13206, 116 Stat.
1904; amended Sept. 16, 2011, Public Law 112-29, secs. 20(c) and (j)
(effective Sept. 16, 2012), 125 Stat. 284.)
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35U.S.C. 185 (pre-AlA) Patent barred for filing without
license.

[Editor Note: Not applicable to proceedings commenced on or after
September 16, 2012. See 35 U.S.C. 185 for the law otherwise
applicable]

Notwithstanding any other provisions of law any person, and his
successors, assigns, or legal representatives, shall not receive a United
States patent for an invention if that person, or his successors, assigns,
or legal representatives shall, without procuring the license prescribed
in section 184 of this title, have made, or consented to or assisted
another’s making, application in a foreign country for a patent or for
theregistration of autility model, industrial design, or model in respect
of the invention. A United States patent issued to such person, his
successors, assigns, or legal representatives shall be invalid, unless the
failure to procure such license was through error and without deceptive
intent, and the patent does not disclose subject matter within the scope
of section 181 of thistitle.

(Amended Aug. 23, 1988, Public Law 100-418, sec. 9101(b)(2), 102
Stat. 1568; Nov. 2, 2002, Public Law 107-273, sec. 13206, 116 Stat.
1904.)

35U.S.C. 186 Penalty.

Whoever, during the period or periods of time an invention has been
ordered to be kept secret and the grant of a patent thereon withheld
pursuant to section 181, shall, with knowledge of such order and without
due authorization, willfully publish or disclose or authorize or cause to
be published or disclosed the invention, or materia information with
respect thereto, or whoever willfully, in violation of the provisions of
section 184, shall file or cause or authorize to be filed in any foreign
country an application for patent or for the registration of autility model,
industrial design, or model in respect of any invention made in the
United States, shall, upon conviction, be fined not more than $10,000
or imprisoned for not more than two years, or both.

(Amended Aug. 23, 1988, Public Law 100-418, sec. 9101(b)(3), 102
Stat. 1568; amended Sept. 16, 2011, Public Law 112-29, sec. 20(j), 125
Stat. 284, effective Sept. 16, 2012.)

35 U.S.C. 187 Nonapplicability to certain persons.

The prohibitions and penalties of this chapter shall not apply to any
officer or agent of the United States acting within the scope of his
authority, nor to any person acting upon his written instructions or
permission.

35U.S.C. 188 Rulesand regulations, delegation of power.

TheAtomic Energy Commission, the Secretary of adefense department,
the chief officer of any other department or agency of the Government
designated by the President as a defense agency of the United States,
and the Secretary of Commerce, may separately issue rules and
regulations to enable the respective department or agency to carry out
the provisions of this chapter, and may delegate any power conferred
by this chapter.

CHAPTER 18 — PATENT RIGHTSIN
INVENTIONS MADE WITH FEDERAL
ASSISTANCE

Sec.
200 Policy and objective.

§ 201

201 Definitions.

202 Disposition of rights.

202 (pre-AlA) Disposition of rights.

203 March-inrights.

204 Preference for United States industry.
205 Confidentiality.

206 Uniform clauses and regulations.

207 Domestic and foreign protection of federally
owned inventions.

208 Regulations governing Federal licensing.
209 Licensing federally owned inventions.
210 Precedence of chapter.

211 Relationship to antitrust laws.

212 Disposition of rightsin educational awards.
35U.S.C. 200 Policy and objective.

It is the policy and objective of the Congress to use the patent system
to promote the utilization of inventions arising from federally supported
research or devel opment; to encourage maximum participation of small
businessfirmsin federally supported research and devel opment efforts;
to promote collaboration between commercia concerns and nonprofit
organizations, including universities; to ensure that inventions made by
nonprofit organizations and small business firms are used in a manner
to promote free competition and enterprise without unduly encumbering
future research and discovery; to promote the commercialization and
public availability of inventions made in the United States by United
States industry and labor; to ensure that the Government obtains
sufficient rights in federally supported inventions to meet the needs of
the Government and protect the public against nonuse or unreasonable
use of inventions; and to minimize the costs of administering policies
inthisarea

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3018;
amended Nov. 1, 2000, Public Law 106-404, sec. 5, 114 Stat. 1745.)

35U.S.C. 201 Definitions.

Asused in this chapter —

(8 The term “Federal agency” means any executive agency as
defined in section 105 of title 5, and the military departments as defined
by section 102 of title 5.

(b) Theterm “funding agreement” means any contract, grant, or
cooperative agreement entered into between any Federal agency, other
than the Tennessee Valley Authority, and any contractor for the
performance of experimental, developmental, or research work funded
inwhole or in part by the Federal Government. Such term includes any
assignment, substitution of parties, or subcontract of any type entered
into for the performance of experimental, developmental, or research
work under afunding agreement as herein defined.

(c) Theterm“contractor” meansany person, small businessfirm,
or nonprofit organization that is a party to afunding agreement.

(d) Theterm“invention” meansany invention or discovery which
is or may be patentable or otherwise protectable under thistitle or any
novel variety of plant which is or may be protectable under the Plant
Variety Protection Act (7 U.S.C. 2321, et seq.).

(e) The term “subject invention” means any invention of the
contractor conceived or first actualy reduced to practice in the
performance of work under afunding agreement: Provided, That in the
case of avariety of plant, the date of determination (as defined in section
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41(d) of the Plant Variety Protection Act (7 U.S.C. 2401(d)) must also
occur during the period of contract performance.

(f) Theterm “practical application” meansto manufacturein the
case of acomposition or product, to practice in the case of a process or
method, or to operate in the case of a machine or system; and, in each
case, under such conditions as to establish that the invention is being
utilized and that its benefits are to the extent permitted by law or
Government regulations available to the public on reasonable terms.

(g) Theterm“made”’ when used in relation to any invention means
the conception or first actual reduction to practice of such invention.

(h) The term “small business firm” means a small business
concern as defined at section 2 of Public Law 85-536 (15 U.S.C. 632)
and implementing regul ations of the Administrator of the Small Business
Administration.

(i) Theterm“nonprofit organization” means universitiesand other
institutions of higher education or an organization of the type described
in section 501(c)(3) of the Internal Revenue Code of 1986 (26 U.S.C.
501(c)) and exempt from taxation under section 501(a) of the Internal
Revenue Code (26 U.S.C. 501(a)) or any nonprofit scientific or
educational organization qualified under a State nonprofit organization
statute.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3019;
subsection (d) amended Nov. 8, 1984, Public Law 98-620, sec. 501(1),
98 Stat. 3364; subsection (€) amended Nov. 8, 1984, Public Law 98-620,
sec. 501(2), 98 Stat. 3364; subsection (i) amended Oct. 22, 1986, Public
Law 99-514, sec. 2, 100 Stat. 2095; subsection (a) amended Nov. 2,
2002, Public Law 107-273, sec. 13206, 116 Stat. 1904.)

35U.S.C. 202 Disposition of rights.

[Editor Note: 35 U.S.C. 202(c)(2) and (c)(3) as set forth below are
applicable only to patent applications subject to thefirst inventor tofile
provisionsof the AIA (see 35 U.S.C. 100 (note)). See 35 U.S.C. 202(c)(2)
and (c)(3) (pre-AlA) for the law otherwise applicable]

(a) Each nonprofit organization or small businessfirm may, within
a reasonable time after disclosure as required by paragraph (c)(1) of
this section, elect to retain title to any subject invention: Provided,
however, That afunding agreement may provide otherwise (i) when the
contractor is not located in the United States or does not have a place
of business located in the United States or is subject to the control of a
foreign government, (ii) in exceptional circumstances when it is
determined by the agency that restriction or elimination of the right to
retain title to any subject invention will better promote the policy and
objectives of this chapter, (iii) when it is determined by a Government
authority which is authorized by statute or Executive order to conduct
foreign intelligence or counterintelligence activities that the restriction
or elimination of the right to retain title to any subject invention is
necessary to protect the security of such activities, or (iv) when the
funding agreement includes the operation of a Government-owned,
contractor-operated facility of the Department of Energy primarily
dedicated to that Department’s naval nuclear propulsion or weapons
related programs and al funding agreement limitations under this
subparagraph on the contractor’sright to elect title to asubject invention
are limited to inventions occurring under the above two programs of
the Department of Energy. The rights of the nonprofit organization or
small business firm shall be subject to the provisions of paragraph (c)
of this section and the other provisions of this chapter.

(b) (1) Therights of the Government under subsection (a) shall
not be exercised by a Federal agency unless it first determines that at
least one of the conditions identified in clauses (i) through (iii) of
subsection (8) exists. Except in the case of subsection (8)(iii), the agency
shall file with the Secretary of Commerce, within thirty days after the
award of the applicable funding agreement, acopy of such determination.
In the case of a determination under subsection (g)(ii), the statement
shall include an analysis justifying the determination. In the case of
determinations applicable to funding agreements with small business
firms, copies shall also be sent to the Chief Counsel for Advocacy of
the Small Business Administration. If the Secretary of Commerce
believes that any individual determination or pattern of determinations
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is contrary to the policies and objectives of this chapter or otherwise
not in conformance with this chapter, the Secretary shall so advise the
head of the agency concerned and the Administrator of the Office of
Federal Procurement Policy, and recommend corrective actions.

(2) Whenever the Administrator of the Office of Federal
Procurement Policy has determined that one or more Federal agencies
are utilizing the authority of clause (i) or (ii) of subsection (a) of this
sectionin amanner that is contrary to the policies and objectives of this
chapter the Administrator is authorized to issue regulations describing
classes of situations in which agencies may not exercise the authorities
of those clauses.

(3) If the contractor believesthat adeterminationiscontrary
to the policies and objectives of this chapter or constitutes an abuse of
discretion by the agency, the determination shall be subject to section
203(b).

(c) Each funding agreement with a small business firm or
nonprofit organization shall contain appropriate provisionsto effectuate
the following:

(1) That the contractor disclose each subject invention to
the Federal agency within areasonable time after it becomes known to
contractor personnel responsible for the administration of patent matters,
and that the Federal Government may receive title to any subject
invention not disclosed to it within such time.

(2) That the contractor make a written election within two
years after disclosure to the Federal agency (or such additional time as
may be approved by the Federal agency) whether the contractor will
retain title to asubject invention: Provided, That in any case where the
1-year period referred to in section 102(b) would end before the end of
that 2-year period, the period for election may be shortened by the
Federal agency to adate that is not more than sixty days before the end
of that 1-year period: And provided further, That the Federal
Government may receive title to any subject invention in which the
contractor does not elect to retain rights or fails to elect rights within
such times.

(3) That a contractor electing rights in a subject invention
agrees to file a patent application prior to the expiration of the 1-year
period referred to in section 102(b), and shall thereafter file
corresponding patent applicationsin other countriesin which it wishes
to retain title within reasonable times, and that the Federal Government
may receivetitle to any subject inventionsin the United States or other
countries in which the contractor has not filed patent applications on
the subject invention within such times.

(4) With respect to any invention in which the contractor
elects rights, the Federa agency shal have a nonexclusive,
nontransferable, irrevocable, paid-up licenseto practice or have practiced
for or on behalf of the United States any subject invention throughout
theworld: Provided, That the funding agreement may provide for such
additional rights, including the right to assign or have assigned foreign
patent rights in the subject invention, as are determined by the agency
as necessary for meeting the obligations of the United States under any
treaty, international agreement, arrangement of cooperation,
memorandum of understanding, or similar arrangement, including
military agreements relating to weapons development and production.

(5) The right of the Federal agency to require periodic
reporting on the utilization or efforts at obtaining utilization that are
being made by the contractor or his licensees or assignees: Provided,
That any such information, as well as any information on utilization or
efforts at obtaining utilization obtained as part of a proceeding under
section 203 of this chapter shall be treated by the Federal agency as
commercial and financial information obtained from a person and
privileged and confidential and not subject to disclosure under section
552 of title 5.

(6) An obligation on the part of the contractor, in the event
a United States patent application isfiled by or on its behalf or by any
assignee of the contractor, to include within the specification of such
application and any patent issuing thereon, a statement specifying that
the invention was made with Government support and that the
Government has certain rights in the invention.

(7) Inthecase of anonprofit organization, (A) aprohibition
upon the assignment of rightsto asubject invention in the United States
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without the approval of the Federal agency, except where such
assignment is made to an organization which has as one of its primary
functions the management of inventions (provided that such assignee
shal be subject to the same provisions as the contractor); (B) a
requirement that the contractor share royalties with the inventor; (C)
except with respect to a funding agreement for the operation of a
Government-owned-contractor-operated facility, arequirement that the
balance of any royalties or income earned by the contractor with respect
to subject inventions, after payment of expenses (including payments
to inventors) incidental to the administration of subject inventions, be
utilized for the support of scientific research, or education; (D) a
requirement that, except whereit is determined to beinfeasiblefollowing
areasonableinquiry, a preference in the licensing of subject inventions
shall be given to small business firms; and (E) with respect to afunding
agreement for the operation of a Government-owned-contractor-operator
facility, requirements (i) that after payment of patenting costs, licensing
costs, payments to inventors, and other expenses incidental to the
administration of subject inventions, 100 percent of the balance of any
royalties or income earned and retained by the contractor during any
fiscal year, up to an amount equal to 5 percent of the annual budget of
the facility, shall be used by the contractor for scientific research,
development, and education consistent with the research and
development mission and objectives of the facility, including activities
that increase the licensing potential of other inventions of the facility
provided that if said balance exceeds 5 percent of the annual budget of
the facility, that 15 percent of such excess shall be paid to the Treasury
of the United States and the remaining 85 percent shall be used for the
same purposes described above in this clause; and (i) that, to the extent
it providesthe most effective technology transfer, thelicensing of subject
inventions shall be administered by contractor employees on location
at the facility.

(8) Thereguirementsof sections 203 and 204 of this chapter.

(d) If a contractor does not elect to retain title to a subject
invention in cases subject to this section, the Federal agency may
consider and after consultation with the contractor grant requests for
retention of rights by the inventor subject to the provisions of thisAct
and regulations promulgated hereunder.

(e) Inany case when a Federal employee is a coinventor of any
invention made with a nonprofit organization, asmall business firm, or
anon-Federal inventor, the Federal agency employing such coinventor
may, for the purpose of consolidating rights in the invention and if it
finds that it would expedite the development of the invention—

(1) license or assign whatever rights it may acquire in the
subject invention to the nonprofit organization, small business firm, or
non-Federal inventor in accordance with the provisions of this chapter;
or

(2) acquire any rights in the subject invention from the
nonprofit organization, small business firm, or non-Federa inventor,
but only to the extent the party from whom the rights are acquired
voluntarily enters into the transaction and no other transaction under
this chapter is conditioned on such acquisition.

(f) (1) No funding agreement with a small business firm or
nonprofit organization shall contain a provision alowing a Federa
agency to require the licensing to third parties of inventions owned by
the contractor that are not subject inventions unless such provision has
been approved by the head of the agency and awritten justification has
been signed by the head of the agency. Any such provision shall clearly
state whether the licensing may be required in connection with the
practice of asubject invention, a specifically identified work object, or
both. The head of the agency may not delegate the authority to approve
provisions or sign justifications required by this paragraph.

(2) A Federa agency shall not require the licensing of third
parties under any such provision unless the head of the agency
determines that the use of the invention by others is necessary for the
practice of a subject invention or for the use of a work object of the
funding agreement and that such action is necessary to achieve the
practical application of the subject invention or work object. Any such
determination shall be on the record after an opportunity for an agency
hearing. Any action commenced for judicia review of such
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determination shall be brought within sixty days after notification of
such determination.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3020;
subsection (b)(4) added and subsections (8), (b)(1), (b)(2), (€)(4), (c)(5),
and (c)(7) amended Nov. 8, 1984, Public Law 98-620, sec. 501, 98 Stat.
3364; subsection (b)(3) amended Dec. 10, 1991, Public Law 102-204,
sec. 10, 105 Stat. 1641; subsection (a) amended Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-583 (S. 1948 sec.
4732(a8)(12)); subsection (€) amended Nov. 1, 2000, Public Law 106-404,
sec. 6(1), 114 Stat. 1745; subsections (b)(4), (c)(4), and (c)(5) amended
Nov. 2, 2002, Public Law 107-273, sec. 13206, 116 Stat. 1905; paragraph
(d)(4) redesignated as (d)(3) and former paragraph (d)(3) struck Public
Law 111-8, div. G, title I, sec. 1301(h), Mar. 11, 2009, 123 Stat. 829;
subsection (c)(7)(E)(i) amended Sept. 16, 2011, Public Law 112-29,
sec. 13, 125 Stat. 284; subsections (b)(3) and (c)(7)(D) amended by
Public Law 112-29, sec. 20(i)(effective Sept. 16, 2012), and subsections
(c)(2) and (c)(3) amended by Public Law 112-29, sec. 3(g) (effective
March 16, 2013), 125 Stat. 284.)

35U.S.C. 202 (pre-AlA) Disposition of rights.

[Editor Note: Pre-AlA 35 U.S.C. 202(c)(2) and (¢)(3) asset forth below
are not applicable to patent applications subject to the first inventor to
file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35 U.S.C.
202(c)(2) and (c)(3) for the law otherwise applicable.]

*kkk*k

(¢c) Each funding agreement with a small business firm or
nonprofit organization shall contain appropriate provisionsto effectuate
the following:

* k%

(2) That the contractor make a written election within two
years after disclosure to the Federal agency (or such additional time as
may be approved by the Federal agency) whether the contractor will
retain title to a subject invention: Provided , That in any case where
publication, on sale, or public use, has initiated the one year statutory
period in which valid patent protection can still be obtained in the United
States, the period for election may be shortened by the Federal agency
to adate that isnot more than sixty days prior to the end of the statutory
period: And provided further , That the Federal Government may
receive title to any subject invention in which the contractor does not
elect to retain rights or fails to elect rights within such times.

(3) That a contractor electing rights in a subject invention
agrees to file a patent application prior to any statutory bar date that
may occur under thistitle dueto publication, on sale, or public use, and
shall thereafter file corresponding patent applicationsin other countries
in which it wishes to retain title within reasonable times, and that the
Federal Government may receive title to any subject inventions in the
United States or other countries in which the contractor has not filed

patent applications on the subject invention within such times.
* k%

*kkk*k

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3020;
subsection (b)(4) added and subsections (8), (b)(1), (b)(2), (€)(4), (c)(5),
and (c)(7) amended Nov. 8, 1984, Public Law 98-620, sec. 501, 98 Stat.
3364; subsection (b)(3) amended Dec. 10, 1991, Public Law 102-204,
sec. 10, 105 Stat. 1641; subsection (a) amended Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-583 (S. 1948 sec.
4732(8)(12)); subsection (€) amended Nov. 1, 2000, Public Law 106-404,
sec. 6(1), 114 Stat. 1745; subsections (b)(4), (c)(4), and (c)(5) amended
Nov. 2, 2002, Public Law 107-273, sec. 13206, 116 Stat. 1905; paragraph
(d)(4) redesignated as (d)(3) and former paragraph (d)(3) struck Public
Law 111-8, div. G, title I, sec. 1301(h), Mar. 11, 2009, 123 Stat. 829;
subsection (c)(7)(E)(i) amended Sept. 16, 2011, Public Law 112-29,
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sec. 13, 125 Stat. 284; subsections (b)(3) and (c)(7)(D) amended by
Public Law 112-29, sec. 20(i) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 203 March-inrights.

(a) With respect to any subject invention in which asmall business
firm or nonprofit organization has acquired title under this chapter, the
Federal agency under whose funding agreement the subject invention
was made shall have the right, in accordance with such procedures as
are provided in regulations promulgated hereunder, to require the
contractor, an assignee, or exclusive licensee of a subject invention to
grant a nonexclusive, partially exclusive, or exclusive license in any
field of useto aresponsible applicant or applicants, upon termsthat are
reasonable under the circumstances, and if the contractor, assignee, or
exclusive licensee refuses such request, to grant such alicense itself, if
the Federal agency determines that such —

(1) action is necessary because the contractor or assignee
has not taken, or is not expected to take within a reasonable time,
effective steps to achieve practical application of the subject invention
in such field of use;

(2) action is necessary to alleviate health or safety needs
which are not reasonably satisfied by the contractor, assignee, or their
licensees;

(3) action is necessary to meet requirements for public use
specified by Federal regulations and such requirements are not
reasonably satisfied by the contractor, assignee, or licensees; or

(4) action is necessary because the agreement required by
section 204 has not been obtained or waived or because a licensee of
the exclusive right to use or sell any subject invention in the United
Statesisin breach of its agreement obtained pursuant to section 204.

(b) A determination pursuant to this section or section 202(b)(4)
shall not be subject to chapter 71 of title 41. An administrative appeals
procedure shall be established by regulations promulgated in accordance
with section 206. Additionally, any contractor, inventor, assignee, or
exclusive licensee adversely affected by a determination under this
section may, at any time within sixty days after the determination is
issued, fileapetition in the United States Court of Federal Claims, which
shall have jurisdiction to determine the appeal on the record and to
affirm, reverse, remand or modify, as appropriate, the determination of
the Federal agency. In cases described in paragraphs (1) and (3) of
subsection (a), the agency’s determination shall be held in abeyance
pending the exhaustion of appeal s or petitionsfiled under the preceding
sentence.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3022;
amended Nov. 8, 1984, Public Law 98-620, sec. 501(9), 98 Stat. 3367;
Oct. 29, 1992, Public Law 102-572, sec. 902(b)(1), 106 Stat. 4516;
amended Nov. 2, 2002, Public Law 107-273, sec. 13206, 116 Stat. 1905;
subsection (b) amended Jan. 4, 2011, Public Law 111-350, sec. 5(i)(2),
124 Stat. 3850.)

35U.S.C. 204 Preferencefor United Statesindustry.

Notwithstanding any other provision of this chapter, no small business
firm or nonprofit organization which receives title to any subject
invention and no assignee of any such small business firm or nonprofit
organization shall grant to any person the exclusive right to use or sell
any subject invention in the United States unless such person agrees
that any products embodying the subject invention or produced through
the use of the subject invention will be manufactured substantially in
the United States. However, in individual cases, the requirement for
such an agreement may be waived by the Federal agency under whose
funding agreement theinvention was made upon ashowing by the small
business firm, nonprofit organization, or assignee that reasonable but
unsuccessful efforts have been made to grant licenses on similar terms
to potential licensees that would be likely to manufacture substantially
in the United States or that under the circumstances domestic
manufacture is not commercially feasible.
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(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3023.)
35U.S.C. 205 Confidentiality.

Federal agencies are authorized to withhold from disclosure to the public
information disclosing any invention in which the Federal Government
owns or may own aright, title, or interest (including a nonexclusive
license) for a reasonable time in order for a patent application to be
filed. Furthermore, Federal agencies shall not be required to release
copies of any document which is part of an application for patent filed
with the United States Patent and Trademark Office or with any foreign
patent office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3023.)
35U.S.C. 206 Uniform clauses and regulations.

The Secretary of Commerce may issue regul ations which may be made
applicable to Federal agenciesimplementing the provisions of sections
202 through 204 of this chapter and shall establish standard funding
agreement provisions required under this chapter. The regulations and
the standard funding agreement shall be subject to public comment
before their issuance.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3023;
amended Nov. 8, 1984, Public Law 98-620, sec. 501(10), 98 Stat. 3367.)

35U.S.C. 207 Domestic and foreign protection of federally
owned inventions.
(a) Each Federal agency isauthorized to —

(1) apply for, obtain, and maintain patents or other forms of
protection in the United States and in foreign countries on inventions
in which the Federal Government owns aright, title, or interest;

(2) grant nonexclusive, exclusive, or partialy exclusive
licenses under federally owned inventions, royalty-free or for royalties
or other consideration, and on such terms and conditions, including the
grant to the licensee of the right of enforcement pursuant to the
provisionsof chapter 29 asdetermined appropriatein the publicinterest;

(3) undertakeall other suitable and necessary stepsto protect
and administer rights to federally owned inventions on behalf of the
Federal Government either directly or through contract, including
acquiring rights for and administering royalties to the Federa
Government in any invention, but only to the extent the party from
whom the rights are acquired voluntarily enters into the transaction, to
facilitate the licensing of afederally owned invention; and

(4) transfer custody and administration, in whole or in part,
to another Federal agency, of theright, title, or interest in any federally
owned invention.

(b) For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce authorized
to-

(1) assist Federal agency efforts to promote the licensing
and utilization of Government-owned inventions;

(2) assist Federal agencies in seeking protection and
maintaining inventions in foreign countries, including the payment of
fees and costs connected therewith; and

(3) consult with and advise Federal agencies as to areas of
science and technology research and development with potential for
commercial utilization.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3023;
amended Nov. 8, 1984, Public Law 98-620, sec. 501(11), 98 Stat. 3367
subsections (8)(2) and (a)(3) amended Nov. 1, 2000, Public Law
106-404, sec. 6(2), 114 Stat. 1745; amended Sept. 16, 2011, Public Law
112-29, sec. 20(j), 125 Stat. 284, effective Sept. 16, 2012.)
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35U.S.C. 208 Regulations governing Federal licensing.

The Secretary of Commerce is authorized to promulgate regulations
specifying the terms and conditions upon which any federally owned
invention, other than inventions owned by the Tennessee Valley
Authority, may be licensed on a nonexclusive, partially exclusive, or
exclusive basis.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3024;
amended Nov. 8, 1984, Public Law 98-620, sec. 501(12), 98 Stat. 3367.)

35U.S.C. 209 Licensing federally owned inventions.

(@ AUTHORITY.—A Federa agency may grant an exclusive
or partially exclusive license on a federally owned invention under
section 207(a)(2) only if—

(1) ogranting the license is a reasonable and necessary
incentive to—

(A) call forth the investment capital and expenditures
needed to bring the invention to practical application; or

(B) otherwise promote the invention’s utilization by
the public;

(2) the Federa agency finds that the public will be served
by the granting of the license, asindicated by the applicant’sintentions,
plans, and ability to bring the invention to practica application or
otherwise promote the invention’s utilization by the public, and that the
proposed scope of exclusivity is not greater than reasonably necessary
to provide the incentive for bringing the invention to practical
application, as proposed by the applicant, or otherwise to promote the
invention’s utilization by the public;

(3) the applicant makes a commitment to achieve practical
application of the invention within a reasonable time, which time may
be extended by the agency upon the applicant’s request and the
applicant’s demonstration that the refusal of such extension would be
unreasonable;

(4) granting the license will not tend to substantially lessen
competition or create or maintain a violation of the Federal antitrust
laws; and

(5) inthe case of an invention covered by aforeign patent
application or patent, theinterests of the Federal Government or United
States industry in foreign commerce will be enhanced.

(b) MANUFACTURE IN UNITED STATES.—A Federa agency
shall normally grant alicense under section 207(a)(2) to use or sell any
federally owned invention in the United States only to a licensee who
agrees that any products embodying the invention or produced through
the use of theinvention will be manufactured substantially in the United
States.

(c) SMALL BUSINESS.—First preference for the granting of
any exclusive or partially exclusive licenses under section 207(a)(2)
shall be given to small businessfirmshaving equal or greater likelihood
as other applicantsto bring the invention to practical application within
areasonable time.

(d) TERMSAND CONDITIONS.—Any licenses granted under
section 207(a)(2) shall contain such termsand conditionsasthe granting
agency considers appropriate, and shall include provisions—

() retaining anontransferable, irrevocable, paid-up license
for any Federal agency to practice the invention or have the invention
practiced throughout the world by or on behalf of the Government of
the United States;

(2) requiring periodic reporting on utilization of the
invention, and utilization efforts, by the licensee, but only to the extent
necessary to enable the Federal agency to determine whether the terms
of the license are being complied with, except that any such report shall
betreated by the Federal agency ascommercial and financia information
obtained from a person and privileged and confidential and not subject
to disclosure under section 552 of title 5; and

(3) empowering the Federal agency to terminate the license
inwhole or in part if the agency determines that—
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(A) the licensee is not executing its commitment to
achieve practical application of the invention, including commitments
contained in any plan submitted in support of its request for alicense,
and the licensee cannot otherwise demonstrate to the satisfaction of the
Federal agency that it has taken, or can be expected to take within a
reasonabl e time, effective steps to achieve practical application of the
invention;

(B) thelicenseeisin breach of an agreement described
in subsection (b);

(C) termination is necessary to meet requirements for
public use specified by Federal regulations issued after the date of the
license, and such requirements are not reasonably satisfied by the
licensee; or

(D) thelicensee hasbeen found by acourt of competent
jurisdiction to have violated the Federal antitrust laws in connection
with its performance under the license agreement.

() PUBLIC NOTICE.—No exclusive or partially exclusive
license may be granted under section 207(a)(2) unless public notice of
the intention to grant an exclusive or partially exclusive license on a
federally owned invention has been provided in an appropriate manner
at least 15 days before the license is granted, and the Federal agency
has considered all comments received before the end of the comment
period in response to that public notice. This subsection shall not apply
to the licensing of inventions made under a cooperative research and
development agreement entered into under section 12 of the
Stevenson-Wydler Technology Innovation Act of 1980 (15 U.S.C.
3710a).

(f) PLAN.—No Federal agency shall grant any license under a
patent or patent application on a federally owned invention unless the
person requesting the license has supplied the agency with a plan for
development or marketing of the invention, except that any such plan
shall be treated by the Federal agency as commercia and financia
information obtained from aperson and privileged and confidential and
not subject to disclosure under section 552 of title 5.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3024;
amended Nov. 1, 2000, Public Law 106-404, sec. 4, 114 Stat. 1743,
subsections (d)(2) and (f) amended Nov. 2, 2002, Public Law 107-273,
sec. 13206, 116 Stat. 1905; subsection (d)(1) amended Sept. 16, 2011,
Public Law 112-29, sec. 20(i) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 210 Precedence of chapter.

(a) This chapter shall take precedence over any other Act which
would require a disposition of rights in subject inventions of small
business firms or nonprofit organizations contractors in a manner that
is inconsistent with this chapter, including but not necessarily limited
to the following:

(1) section 10(a) of the Act of June 29, 1935, as added by
title | of the Act of August 14, 1946 (7 U.S.C. 427i(a); 60 Stat. 1085);

(2) section 205(a) of the Act of August 14, 1946 (7 U.S.C.
1624(a); 60 Stat. 1090);

(3) section 501(c) of the Federa Mine Safety and Health
Act of 1977 (30 U.S.C. 951(c); 83 Stat. 742);

(4) section 30168(e) of title 49;

(5) section 12 of the National Science Foundation Act of
1950 (42 U.S.C. 1871(a); 82 Stat. 360);

(6) section 152 of the Atomic Energy Act of 1954 (42U.S.C.
2182; 68 Stat. 943);

(7) section 20135 of title 51,

(8) section 6 of the Coal Research and Devel opment Act of
1960 (30 U.S.C. 666; 74 Stat. 337);

(9) section 4 of the Helium Act Amendments of 1960 (50
U.S.C. 167b; 74 Stat. 920);

(10) section 32 of the Arms Control and Disarmament Act
of 1961 (22 U.S.C. 2572; 75 Stat. 634);

(11) section 9 of the Federal Nonnuclear Energy Research
and Development Act of 1974 (42 U.S.C. 5908; 88 Stat. 1878);

(12) section 5(d) of the Consumer Product Safety Act (15
U.S.C. 2054(d); 86 Stat. 1211);
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(13) section 3 of the Act of April 5, 1944 (30 U.S.C. 323;
58 Stat. 191);

(14) section 8001(c)(3) of the Solid Waste Disposal Act (42
U.S.C. 6981(c); 90 Stat. 2829);

(15) section 219 of the Foreign Assistance Act of 1961 (22
U.S.C. 2179; 83 Stat. 806);

(16) section 427(b) of the Federal Mine Health and Safety
Act of 1977 (30 U.S.C. 937(b); 86 Stat. 155);

(17) section 306(d) of the Surface Mining and Reclamation
Act of 1977 (30 U.S.C. 1226(d); 91 Stat. 455);

(18) section 21(d) of the Federal Fire Prevention and Control
Act of 1974 (15 U.S.C. 2218(d); 88 Stat. 1548);

(19) section 6(b) of the Solar Photovoltaic Energy Research
Development and Demonstration Act of 1978 (42 U.S.C. 5585(b); 92
Stat. 2516);

(20) section 12 of the Native Latex Commercialization and
Economic Development Act of 1978 (7 U.S.C. 178j; 92 Stat. 2533);
and

(21) section 408 of the Water Resources and Devel opment
Act of 1978 (42 U.S.C. 7879; 92 Stat. 1360).

TheAct creating this chapter shall be construed to take precedence over
any future Act unless that Act specifically cites this Act and provides
that it shall take precedence over thisAct.

(b) Nothing in this chapter is intended to alter the effect of the
laws cited in paragraph (&) of this section or any other lawswith respect
to the disposition of rights in inventions made in the performance of
funding agreements with persons other than nonprofit organizations or
small business firms.

(c) Nothing in this chapter is intended to limit the authority of
agencies to agree to the disposition of rights in inventions made in the
performance of work under funding agreementswith persons other than
nonprofit organizations or small business firms in accordance with the
Statement of Government Patent Policy issued on February 18, 1983,
agency regulations, or other applicable regulations or to otherwiselimit
the authority of agencies to allow such persons to retain ownership of
inventions, except that all funding agreements, including those with
other than small businessfirms and nonprofit organizations, shall include
the reguirements established in section 202(c)(4) and section 203 . Any
disposition of rightsin inventions madein accordance with the Statement
or implementing regulations, including any disposition occurring before
enactment of this section, are hereby authorized.

(d) Nothing in this chapter shall be construed to require the
disclosure of intelligence sources or methods or to otherwise affect the
authority granted to the Director of Central Intelligence by statute or
Executive order for the protection of intelligence sources or methods.

(e) The provisions of the Stevenson-Wydler Technology
Innovation Act of 1980 shall take precedence over the provisions of
this chapter to the extent that they permit or require a disposition of
rights in subject inventions which is inconsistent with this chapter.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3026;
subsection (c) amended Nov. 8, 1984, Public Law 98-620, sec. 501(13),
98 Stat. 3367; subsection (e) added Oct. 20, 1986, Public Law 99-502,
sec. 9(c), 100 Stat. 1796; subsection (a)(4) amended July 5, 1994, Public
Law 103-272, sec. 5(j), 108 Stat. 1375; subsection (€) amended Mar.
7, 1996, Public Law 104-113, sec. 7, 110 Stat. 779.; subsection (@)
amended Nov. 13, 1998, Public Law 105-393, sec. 220(c)(2), 112 Stat.
3625; subsections (8)(11), (a)(20), and (c) amended Nov. 2, 2002, Public
Law 107-273, sec. 13206, 116 Stat. 1905; subsection (&)(8) amended
Aug. 8, 2005, Public Law 109-58, sec. 1009(a)(2), 119 Stat. 934;
subsection (a)(7) amended Dec. 18, 2010, Public Law 111-314, sec.
4(c), 124 Stat. 3440; subsection (c) amended amended Sept. 16, 2011,
Public Law 112-29, sec. 20(j), 125 Stat. 284, effective Sept. 16, 2012.)

35U.S.C. 211 Réationship to antitrust laws.
Nothing in this chapter shall be deemed to convey to any person

immunity from civil or crimina liability, or to create any defenses to
actions, under any antitrust law.

March 2014

MANUAL OF PATENT EXAMINING PROCEDURE

(Added Dec.12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3027.)
35U.S.C. 212 Disposition of rightsin educational awards.

No scholarship, fellowship, training grant, or other funding agreement
made by a Federal agency primarily to an awardee for educational
purposeswill contain any provision giving the Federal agency any rights
to inventions made by the awardee.

(Added Nov. 8, 1984, Public Law 98-620, sec. 501(14), 98 Stat. 3368.)

PART Il — PATENTSAND PROTECTION
OF PATENT RIGHTS

CHAPTER 25— AMENDMENT AND
CORRECTION OF PATENTS

251 Reissue of defective patents.

251 (pre-AlA) Reissue of defective patents.
252 Effect of reissue.

253 Disclaimer.

253 (pre-AlA) Disclaimer.

254 Certificate of correction of Patent and
Trademark Office mistake.

255 Certificate of correction of applicant’s mistake.
256 Correction of named inventor.
256 (pre-AlA) Correction of named inventor.

257 Supplemental examinations to consider,
reconsider, or correct information.

35U.S.C. 251 Reissue of defective patents.
[Editor Note: Applicable to any patent application filed on or after

September 16, 2012. See 35 U.S.C. 251 (pre-Al A) for thelaw otherwise
applicable.]

(& IN GENERAL.—Whenever any patent is, through error,
deemed wholly or partly inoperative or invalid, by reason of adefective
specification or drawing, or by reason of the patentee claiming more or
less than he had aright to claim in the patent, the Director shall, on the
surrender of such patent and the payment of the fee required by law,
reissue the patent for the invention disclosed in the original patent, and
in accordance with a new and amended application, for the unexpired
part of theterm of the original patent. No new matter shall beintroduced
into the application for reissue.

(b)) MULTIPLE REISSUED PATENTS— The Director may
issue several reissued patentsfor distinct and separate parts of the thing
patented, upon demand of the applicant, and upon payment of the
required fee for areissue for each of such reissued patents.

(c) APPLICABILITY OF THISTITLE.— The provisions of this
titlerelating to applications for patent shall be applicableto applications
for reissue of a patent, except that application for reissue may be made
and sworn to by the assignee of the entireinterest if the application does
not seek to enlarge the scope of the claims of the original patent or the
application for the original patent wasfiled by the assignee of the entire
interest.

(d) REISSUE PATENT ENLARGING SCOPE OF
CLAIMS.—No reissued patent shall be granted enlarging the scope of
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the claims of the original patent unless applied for within two years
from the grant of the original patent.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, secs. 4(b) and 20(d) (effective Sept, 16, 2012), 125
Stat. 284.)

35U.S.C. 251 (pre-AlA) Reissue of defective patents.

[Editor Note: Not applicableto any patent application filed on or after
September 16, 2012, See 35 U.S.C. 251 for the law otherwise
applicable]

Whenever any patent is, through error without any deceptive intention,
deemed wholly or partly inoperative or invalid, by reason of adefective
specification or drawing, or by reason of the patentee claiming more or
less than he had aright to claim in the patent, the Director shall, on the
surrender of such patent and the payment of the fee required by law,
reissue the patent for the invention disclosed in the original patent, and
in accordance with a new and amended application, for the unexpired
part of theterm of the origina patent. No new matter shall beintroduced
into the application for reissue.

The Director may issue several reissued patentsfor distinct and separate
parts of the thing patented, upon demand of the applicant, and upon
payment of the required fee for a reissue for each of such reissued
patents.

The provisions of this title relating to applications for patent shall be
applicableto applicationsfor reissue of apatent, except that application
for reissue may be made and sworn to by the assignee of the entire
interest if the application does not seek to enlarge the scope of the claims
of the original patent.

No reissued patent shall be granted enlarging the scope of the claims
of theoriginal patent unless applied for within two years from the grant
of the original patent.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 252 Effect of reissue.

The surrender of the original patent shall take effect upon the issue of
the reissued patent, and every reissued patent shall have the same effect
and operation in law, on thetrial of actionsfor causesthereafter arising,
as if the same had been originally granted in such amended form, but
in so far as the claims of the original and reissued patents are
substantially identical, such surrender shall not affect any action then
pending nor abate any cause of action then existing, and the reissued
patent, to the extent that its claims are substantially identical with the
origina patent, shall constitute a continuation thereof and have effect
continuously from the date of the original patent.

A reissued patent shall not abridge or affect the right of any person or
that person’s successors in business who, prior to the grant of areissue,
made, purchased, offered to sell, or used within the United States, or
imported into the United States, anything patented by the reissued patent,
to continue the use of, to offer to sell, or to sell to others to be used,
offered for sale, or sold, the specific thing so made, purchased, offered
for sale, used, or imported unless the making, using, offering for sale,
or selling of such thing infringes a valid claim of the reissued patent
which was in the original patent. The court before which such matter
isin question may providefor the continued manufacture, use, offer for
sdle, or sde of the thing made, purchased, offered for sale, used, or
imported as specified, or for the manufacture, use, offer for sale, or sdle
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in the United States of which substantial preparation was made before
the grant of the reissue, and the court may also provide for the continued
practice of any process patented by the reissue that is practiced, or for
the practice of which substantial preparation was made, before the grant
of the reissue, to the extent and under such terms as the court deems
equitablefor the protection of investments made or business commenced
before the grant of the reissue.

(Amended Dec. 8, 1994, Public Law 103-465, sec. 533(b)(2), 108 Stat.
4989; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-566 (S. 1948 sec. 4507(8)).)

35U.S.C. 253 Disclaimer.
[Editor Note: Applicable to all proceedings commenced on or after

September 16, 2012. See 35 U.S.C. 253 (pre-Al A) for thelaw otherwise
applicable]

(8 IN GENERAL.—Whenever aclaim of apatent isinvalid the
remaining claims shall not thereby be rendered invalid. A patentee,
whether of thewhole or any sectional interest therein, may, on payment
of the fee required by law, make disclaimer of any complete claim,
stating therein the extent of hisinterest in such patent. Such disclaimer
shall be in writing and recorded in the Patent and Trademark Office,
and it shall thereafter be considered as part of the original patent to the
extent of theinterest possessed by the disclaimant and by those claiming
under him.

(b) ADDITIONAL DISCLAIMER OR DEDICATION.—In the
manner set forth in subsection (a), any patentee or applicant may
disclaim or dedicate to the public the entire term, or any termina part
of the term, of the patent granted or to be granted.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
amended Sept. 16, 2011, Public Law 112-29, sec. 20(e), 125 Stat. 284,
effective Sept. 16, 2012.)

35U.S.C. 253 (pre-AlA) Disclaimer.

[Editor Note: Not applicable to proceedings commenced on or after
September 16, 2012. See 35 U.S.C. 253 for the law otherwise
applicable.]

Whenever, without any deceptiveintention, aclaim of apatentisinvalid
the remaining claims shall not thereby be rendered invalid. A patentee,
whether of the whole or any sectional interest therein, may, on payment
of the fee required by law, make disclaimer of any complete claim,
stating therein the extent of hisinterest in such patent. Such disclaimer
shall be in writing and recorded in the Patent and Trademark Office,
and it shall thereafter be considered as part of the original patent to the
extent of theinterest possessed by the disclaimant and by those claiming
under him.

In like manner any patentee or applicant may disclaim or dedicate to
the public the entire term, or any terminal part of the term, of the patent
granted or to be granted.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35U.S.C. 254 Certificate of correction of Patent and
Trademark Office mistake.

Whenever amistake in a patent, incurred through the fault of the Patent
and Trademark Office, is clearly disclosed by the records of the Office,
the Director may issue a certificate of correction stating the fact and
nature of such mistake, under seal, without charge, to be recorded in
the records of patents. A printed copy thereof shall be attached to each
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printed copy of the patent, and such certificate shall be considered as
part of the origina patent. Every such patent, together with such
certificate, shall have the same effect and operation in law on the trial
of actionsfor causesthereafter arising asif the same had been originaly
issued in such corrected form. The Director may issue acorrected patent
without chargein lieu of and with like effect asa certificate of correction.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582
(S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 255 Certificate of correction of applicant’s
mistake.

Whenever a mistake of aclerical or typographical nature, or of minor
character, which was not the fault of the Patent and Trademark Office,
appears in a patent and a showing has been made that such mistake
occurred in good faith, the Director may, upon payment of the required
fee, issue a certificate of correction, if the correction does not involve
such changes in the patent as would constitute new matter or would
require reexamination. Such patent, together with the certificate, shall
have the same effect and operation in law on the tria of actions for
causes thereafter arising as if the same had been originally issued in
such corrected form.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Nov.
29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582
(S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 256 Correction of named inventor.
[Editor Note: Applicable to proceedings commenced on or after

September 16, 2012. See 35 U.S.C. 256 (pre-Al A) for thelaw otherwise
applicable]

(@) CORRECTION.—Whenever through error aperson isnamed
in an issued patent as the inventor, or through error an inventor is not
named in an issued patent, the Director may, on application of al the
partiesand assignees, with proof of the factsand such other requirements
as may be imposed, issue a certificate correcting such error.

(b) PATENT VALID IF ERROR CORRECTED.— The error of
omitting inventors or naming persons who are not inventors shall not
invalidate the patent in which such error occurred if it can be corrected
asprovided in this section. The court before which such matter iscalled
in question may order correction of the patent on notice and hearing of
al parties concerned and the Director shall issue a certificate
accordingly.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 6(b), 96 Stat. 320;
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, sec. 20(f) (effective Sept. 16, 2012), 125 Stat. 284.)

35 U.S.C. 256 (pre-AlA) Correction of named inventor.

[Editor Note: Not applicable to proceedings commenced on or after
September 16, 2012. See 35 U.S.C. 256 for the law otherwise
applicable]

Whenever through error a person is named in an issued patent as the
inventor, or through error an inventor is not named in an issued patent
and such error arose without any deceptive intention on his part, the
Director may, on application of al the parties and assignees, with proof
of the facts and such other reguirements as may be imposed, issue a
certificate correcting such error.
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The error of omitting inventors or naming personswho are not inventors
shall not invalidate the patent in which such error occurred if it can be
corrected as provided in this section. The court before which such matter
is called in question may order correction of the patent on notice and
hearing of all parties concerned and the Director shall issue acertificate
accordingly.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 6(b), 96 Stat. 320;
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 257 Supplemental examinationsto consider,
reconsider, or correct information.

(& REQUEST FOR SUPPLEMENTAL EXAMINATION.—A
patent owner may request supplemental examination of a patent in the
Office to consider, reconsider, or correct information believed to be
relevant to the patent, in accordance with such requirements as the
Director may establish. Within 3 months &fter the date a request for
supplemental examination meeting the requirements of this section is
received, the Director shall conduct the supplemental examination and
shall conclude such examination by issuing a certificate indicating
whether the information presented in the request raises a substantial
new question of patentability.

(b) REEXAMINATION ORDERED.—If the certificate issued
under subsection (a) indicates that a substantial new question of
patentability israised by 1 or moreitems of information in the request,
the Director shall order reexamination of the patent. The reexamination
shall be conducted according to procedures established by chapter 30,
except that the patent owner shall not have the right to file a statement
pursuant to section 304. During the reexamination, the Director shall
address each substantial new question of patentability identified during
the supplementa examination, notwithstanding the limitationsin chapter
30 relating to patents and printed publication or any other provision of
such chapter.

(c) EFFECT.—

(1) IN GENERAL.—A patent shal not be held
unenforceable on the basis of conduct relating to information that had
not been considered, was inadequately considered, or was incorrect in
a prior examination of the patent if the information was considered,
reconsidered, or corrected during a supplemental examination of the
patent. The making of a request under subsection (a), or the absence
thereof, shall not be relevant to enforceability of the patent under section
282.

(2) EXCEPTIONS—

(A) PRIORALLEGATIONS.—Paragraph (1) shall not
apply to an alegation pled with particularity in a civil action, or set
forth with particularity in a notice received by the patent owner under
section 505(j) (2)(B)(iv)(ll) of the Federal Food, Drug, and Cosmetic
Act (21 U.S.C. 355(j) (2)(B)(iv)(Il)), before the date of a supplemental
examination request under subsection (&) to consider, reconsider, or
correct information forming the basis for the allegation.

(B) PATENT ENFORCEMENT ACTIONS—In an
action brought under section 337(a) of the Tariff Act of 1930 (19 U.S.C.
1337(a)), or section 281, paragraph (1) shall not apply to any defense
raised in the action that is based upon information that was considered,
reconsidered, or corrected pursuant to a supplemental examination
request under subsection (a), unless the supplemental examination, and
any reexamination ordered pursuant to the request, are concluded before
the date on which the action is brought.

(d) FEESAND REGULATIONS.—

(1) FEES—The Director shall, by regulation, establish fees
for the submission of arequest for supplemental examination of apatent,
and to consider each item of information submitted in the request. If
reexamination is ordered under subsection (b), fees established and
applicable to ex parte reexamination proceedings under chapter 30
shall be paid, in addition to fees applicable to supplemental examination.
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(2) REGULATIONS.—The Director shall issue regulations
governing the form, content, and other requirements of reguests for
supplemental examination, and establishing procedures for reviewing
information submitted in such requests.

(e) FRAUD.—If the Director becomes aware, during the course
of a supplemental examination or reexamination proceeding ordered
under this section, that a material fraud on the Office may have been
committed in connection with the patent that is the subject of the
supplemental examination, then in addition to any other actions the
Director is authorized to take, including the cancellation of any claims
found to be invalid under section 307 as a result of a reexamination
ordered under this section, the Director shall also refer the matter to the
Attorney General for such further action as the Attorney General may
deem appropriate. Any such referral shall be treated as confidential,
shall not beincluded in thefile of the patent, and shall not be disclosed
to the public unless the United States charges a person with a criminal
offense in connection with such referral.

(f) RULE OF CONSTRUCTION.—Nothing in this section shall
be construed—

(1) to preclude the imposition of sanctions based upon
criminal or antitrust laws (including section 1001(a) of title 18, thefirst
section of the Clayton Act, and section 5 of the Federal Trade
Commission Act to the extent that section relates to unfair methods of
competition);

(2) tolimit theauthority of the Director to investigate issues
of possible misconduct and impose sanctions for misconduct in
connection with matters or proceedings before the Office; or

(3) tolimit the authority of the Director to issue regulations
under chapter 3 relating to sanctions for misconduct by representatives
practicing before the Office.

(Added Sept. 16, 2011, Public Law 112-29, sec. 12, 125 Stat. 284;
amended Sept. 16, 2011 Public Law 112-29, sec. 20(j) (effective Sept.
16, 2012), 125 Stat. 284.)

CHAPTER 26 — OWNERSHIPAND
ASSIGNMENT

Sec.
261 Ownership; assignment.

262 Joint owners.
35U.S.C. 261 Ownership; assignment.

Subject to the provisions of this title, patents shall have the attributes
of personal property.

Applications for patent, patents, or any interest therein, shal be
assignable in law by an instrument in writing. The applicant, patentee,
or his assigns or legal representatives may in like manner grant and
convey an exclusive right under his application for patent, or patents,
to the whole or any specified part of the United States.

A certificate of acknowledgment under the hand and official seal of a
person authorized to administer oaths within the United States, or, in a
foreign country, of adiplomatic or consular officer of the United States
or an officer authorized to administer oaths whose authority is proved
by acertificate of a diplomatic or consular officer of the United States,
or aposgtille of an official designated by a foreign country which, by
treaty or convention, accords like effect to apostilles of designated
officials in the United States, shall be prima facie evidence of the
execution of an assignment, grant, or conveyance of a patent or
application for patent.
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An assignment, grant, or conveyance shall be void as against any
subsequent purchaser or mortgagee for aval uable consideration, without
notice, unless it is recorded in the Patent and Trademark Office within
three months from its date or prior to the date of such subsequent
purchase or mortgage.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Aug.
27,1982, Public Law 97-247, sec. 14(b), 96 Stat. 321.)

35U.S.C. 262 Joint owners.

In the absence of any agreement to the contrary, each of thejoint owners
of a patent may make, use, offer to sell, or sell the patented invention
within the United States, or import the patented invention into the United
States, without the consent of and without accounting to the other
owners.

(Amended Dec. 8, 1994, Public Law 103-465, sec. 533(b)(3), 108 Stat.
4989.)

CHAPTER 27 — GOVERNMENT INTERESTS

IN PATENTS
Sec.
266 [Repealed]
267 Timefor taking action in Government

applications.
35U.S.C. 266 [Repealed]

(Repealed July 24, 1965, Public Law 89-83, sec. 8, 79 Stat. 261.)

35U.S.C. 267 Timefor taking action in Government
applications.

Notwithstanding the provisions of sections 133 and 151, the Director
may extend the time for taking any action to three years, when an
application has become the property of the United States and the head
of the appropriate department or agency of the Government has certified
to the Director that the invention disclosed therein is important to the
armament or defense of the United States.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

CHAPTER 28 — INFRINGEMENT OF PATENTS

Sec.
271 Infringement of patent.

272 Temporary presencein the United States.

273 Defenseto infringement based on prior
commercial use.

35U.S.C. 271 Infringement of patent.

(a) Except as otherwise provided in this title, whoever without
authority makes, uses, offers to sell, or sells any patented invention,
within the United States, or importsinto the United States any patented
invention during the term of the patent therefor, infringes the patent.

(b) Whoever actively induces infringement of a patent shall be
liable as an infringer.
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() Whoever offers to sell or sells within the United States or
imports into the United States a component of a patented machine,
manufacture, combination, or composition, or a material or apparatus
for use in practicing a patented process, constituting a material part of
the invention, knowing the same to be especially made or especialy
adapted for usein an infringement of such patent, and not astaple article
or commaodity of commerce suitable for substantial noninfringing use,
shall be liable as a contributory infringer.

(d) No patent owner otherwise entitled to relief for infringement
or contributory infringement of apatent shall be denied relief or deemed
guilty of misuse or illegal extension of the patent right by reason of his
having done one or more of the following: (1) derived revenue from
actswhichif performed by another without his consent would constitute
contributory infringement of the patent; (2) licensed or authorized
another to perform acts which if performed without his consent would
constitute contributory infringement of the patent; (3) sought to enforce
his patent rights against infringement or contributory infringement;
(4) refused to license or use any rightsto the patent; or (5) conditioned
thelicense of any rightsto the patent or the sale of the patented product
on the acquisition of alicenseto rightsin another patent or purchase of
a separate product, unless, in view of the circumstances, the patent
owner has market power in the relevant market for the patent or patented
product on which the license or sale is conditioned.

(e) (1) Itshal not be an act of infringement to make, use, offer
to sell, or sell within the United States or import into the United States
a patented invention (other than a new animal drug or veterinary
biological product (as those terms are used in the Federal Food, Drug,
and Cosmetic Act and the Act of March 4, 1913) which is primarily
manufactured using recombinant DNA, recombinant RNA, hybridoma
technology, or other processes involving site specific genetic
manipulation techniques) solely for uses reasonably related to the
development and submission of information under a Federal law which
regulates the manufacture, use, or sale of drugs or veterinary biological
products.

(2) It shall be an act of infringement to submit —

(A) an application under section 505(j) of the Federal
Food, Drug, and Cosmetic Act or described in section 505(b)(2) of such
Act for adrug claimed in a patent or the use of which is claimed in a
patent,

(B) an application under section 512 of such Act or
under the Act of March 4, 1913 (21 U.S.C. 151 - 158) for a drug or
veterinary biological product whichisnot primarily manufactured using
recombinant DNA, recombinant RNA, hybridoma technology, or other
processes involving site specific genetic manipulation techniques and
which is claimed in a patent or the use of which is claimed in a patent,
or

(C) (i) with respect to a patent that isidentified in the
list of patents described in section 351(1)(3) of the Public Health Service
Act (including as provided under section 351(1)(7) of such Act), an
application seeking approval of abiologica product, or

(i) if the applicant for the application fails to
provide the application and information required under section
351(1)(2)(A) of suchAct, an application seeking approval of abiological
product for a patent that could be identified pursuant to section
351(1)(3)(A)(i) of such Act,
if the purpose of such submission is to obtain approval under such Act
to engage in the commercial manufacture, use, or sae of a drug,
veterinary biological product, or biological product claimed in a patent
or the use of which is claimed in a patent before the expiration of such
patent.

(3) Inany action for patent infringement brought under this
section, no injunctive or other relief may be granted which would
prohibit the making, using, offering to sell, or selling within the United
States or importing into the United States of a patented invention under
paragraph (1).

(4) For an act of infringement described in paragraph (2)—

(A) the court shall order the effective date of any
approva of the drug or veterinary biological product involved in the
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infringement to be a date which is not earlier than the date of the
expiration of the patent which has been infringed,

(B) injunctiverelief may be granted against an infringer
to prevent the commercial manufacture, use, offer to sell, or salewithin
the United States or importation into the United States of an approved
drug, veterinary biological product, or biological product,

(C) damages or other monetary relief may be awarded
against an infringer only if there has been commercial manufacture,
use, offer to sell, or sale within the United States or importation into
the United States of an approved drug, veterinary biological product,
or biological product, and

(D) the court shall order a permanent injunction

prohibiting any infringement of the patent by the biological product
involved in the infringement until a date which is not earlier than the
date of the expiration of the patent that has been infringed under
paragraph (2)(C), provided the patent is the subject of a final court
decision, as defined in section 351(k)(6) of the Public Health Service
Act, in an action for infringement of the patent under section 351(1)(6)
of such Act, and the biological product has not yet been approved
because of section 351(k)(7) of such Act.
The remedies prescribed by subparagraphs (A), (B), (C), and (D) are
the only remedies which may be granted by a court for an act of
infringement described in paragraph (2), except that a court may award
attorney fees under section 285.

(5) Where a person has filed an application described in
paragraph (2) that includes a certification under subsection (b)(2)(A)(iv)
or (j) (2)(A)(vii)(IV) of section 505 of the Federal Food, Drug, and
Cosmetic Act (21 U.S.C. 355), and neither the owner of the patent that
is the subject of the certification nor the holder of the approved
application under subsection (b) of such section for the drug that is
claimed by the patent or ause of which isclaimed by the patent brought
an action for infringement of such patent before the expiration of 45
days after the date on which the notice given under subsection (b)(3)
or (j) (2)(B) of such section wasreceived, the courts of the United States
shall, to the extent consistent with the Constitution, have subject matter
jurisdiction in any action brought by such person under section 2201 of
title 28 for a declaratory judgment that such patent is invalid or not
infringed.

(6) (A) Subparagraph (B) applies, in lieu of paragraph (4),
in the case of a patent-

(i) that isidentified, as applicable, in the list of
patents described in section 351(1)(4) of the Public Health Service Act
or thelists of patents described in section 351(1)(5)(B) of such Act with
respect to abiological product; and

(if) for which an action for infringement of the
patent with respect to the biological product—

(I) was brought after the expiration of the
30-day period described in subparagraph (A) or (B), as applicable, of
section 351(1)(6) of such Act; or

(I1) was brought before the expiration of the
30-day period described in subclause (1), but which was dismissed
without prejudice or was not prosecuted to judgment in good faith.

(B) Inan action for infringement of a patent described
in subparagraph (A), the sole and exclusive remedy that may be granted
by acourt, upon afinding that the making, using, offering to sell, selling,
or importation into the United States of the biological product that is
the subject of the action infringed the patent, shall be a reasonable
royalty.

(C) The owner of a patent that should have been
included in thelist described in section 351(1)(3)(A) of the Public Health
ServiceAct, including as provided under section 351(1)(7) of such Act
for abiological product, but was not timely included in such list, may
not bring an action under this section for infringement of the patent with
respect to the biological product.

(f) (1) Whoever without authority supplies or causes to be
supplied in or from the United States all or a substantial portion of the
components of a patented invention, where such components are
uncombined in whole or in part, in such manner as to actively induce
the combination of such components outside of the United Statesin a
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manner that would infringe the patent if such combination occurred
within the United States, shall be liable as an infringer.

(2) Whoever without authority supplies or causes to be
supplied in or from the United States any component of a patented
invention that is especially made or especially adapted for use in the
invention and not a staple article or commaodity of commerce suitable
for substantial noninfringing use, where such component isuncombined
inwholeor in part, knowing that such component is so made or adapted
and intending that such component will be combined outside of the
United States in a manner that would infringe the patent if such
combination occurred within the United States, shall be liable as an
infringer.

(g9) Whoever without authority imports into the United States or
offersto sell, sells, or uses within the United States a product which is
made by a process patented in the United States shall be liable as an
infringer, if the importation, offer to sell, sale, or use of the product
occurs during the term of such process patent. In an action for
infringement of a process patent, no remedy may be granted for
infringement on account of the noncommercial use or retail sae of a
product unless there is no adeguate remedy under this title for
infringement on account of the importation or other use, offer to sell,
or sale of that product. A product which is made by a patented process
will, for purposes of thistitle, not be considered to be so made after —

(2) itismaterialy changed by subsequent processes; or
(2) it becomes a triviad and nonessential component of
another product.

(h) Asused inthissection, theterm “whoever” includes any State,
any instrumentality of a State, any officer or employee of a State or
instrumentality of a State acting in his official capacity. Any State, and
any such instrumentality, officer, or employee, shall be subject to the
provisionsof thistitlein the same manner and to the same extent asany
nongovernmental entity.

(i) Asused inthissection, an “offer for sale” or an “offer to sell”
by a person other than the patentee or any assignee of the patentee, is
that in which the sale will occur before the expiration of the term of the
patent.

(Subsection (e) added Sept. 24, 1984, Public Law 98-417, sec. 202, 98
Stat. 1603; subsection (f) added Nov. 8, 1984, Public Law 98-622, sec.
101(a), 98 Stat. 3383; subsection (g) added Aug. 23, 1988, Public Law
100-418, sec. 9003, 102 Stat. 1564; subsection (€) amended Nov. 16,
1988, Public Law 100-670, sec. 201(i), 102 Stat. 3988; subsection (d)
amended Nov. 19, 1988, Public Law 100-703, sec. 201, 102 Stat. 4676;
subsection (h) added Oct. 28, 1992, Public Law 102-560, sec. 2(a)(1),
106 Stat. 4230.; subsections (a), (c), (e), and (g) amended Dec. 8, 1994,
Public Law 103-465, sec. 533(a), 108 Stat. 4988; subsection (i) added
Dec. 8, 1994, Public Law 103-465, sec. 533(a), 108 Stat. 4988.;
subsection (€)(5) added Dec. 8, 2003, Public Law 108-173, sec. 1101(d),
117 Stat. 2457; subsection (€) amended March 23, 2010, Public Law
111-148, title VII, sec. 7002(c)(1), 124 Stat. 815.)

35U.S.C. 272 Temporary presencein the United States.

Theuseof any inventionin any vessel, aircraft or vehicle of any country
which affords similar privileges to vessels, aircraft, or vehicles of the
United States, entering the United States temporarily or accidentally,
shall not constitute infringement of any patent, if the invention is used
exclusively for the needs of the vessel, aircraft, or vehicle and is not
offered for sale or sold in or used for the manufacture of anything to be
sold in or exported from the United States.

(Amended Dec. 8, 1994, Public Law 103-465, sec. 533(b)(4), 108 Stat.
4989.)

35U.S.C. 273 Defensetoinfringement based on prior
commercial use.
(a) IN GENERAL.—A person shall be entitled to adefense under

section 282(b) with respect to subject matter consisting of aprocess, or
consisting of amachine, manufacture, or composition of matter used in
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a manufacturing or other commercial process, that would otherwise
infringe a claimed invention being asserted against the person if—

(1) such person, acting in good faith, commercially used the
subject matter in the United States, either in connection with aninternal
commercial use or an actual arm’s length sale or other arm’s length
commercial transfer of auseful end result of such commercial use; and

(2) such commercial use occurred at least 1 year before the
earlier of either—

(A) the effective filing date of the claimed invention;
or

(B) the date on which the claimed invention was
disclosed to the public in amanner that qualified for the exception from
prior art under section 102(b).

(b) BURDEN OF PROOF.—A person asserting a defense under
this section shall have the burden of establishing the defense by clear
and convincing evidence.

(c) ADDITIONAL COMMERCIAL USES—

(1) PREMARKETING REGULATORY REVIEW.—
Subject matter for which commercial marketing or use is subject to a
premarketing regulatory review period during which the safety or
efficacy of the subject matter is established, including any period
specified in section 156(g), shall be deemed to be commercially used
for purposes of subsection (a)(1) during such regulatory review period.
(2) NONPROFIT LABORATORY USE.—A use of subject
matter by anonprofit research laboratory or other nonprofit entity, such
as a university or hospital, for which the public is the intended
beneficiary, shall be deemed to be a commercial use for purposes of
subsection (a)(1), except that a defense under this section may be
asserted pursuant to this paragraph only for continued and
noncommercial use by and in the laboratory or other nonprofit entity.
(d) EXHAUSTION OF RIGHTS.—Notwithstanding subsection
(e)(1), the sale or other disposition of a useful end result by a person
entitled to assert adefense under this section in connection with a patent
with respect to that useful end result shall exhaust the patent owner’s
rights under the patent to the extent that such rights would have been
exhausted had such sale or other disposition been made by the patent
owner.
(€) LIMITATIONSAND EXCEPTIONS.—

(1) PERSONAL DEFENSE.—

(A) IN GENERAL .—A defense under this section may
be asserted only by the person who performed or directed the
performance of the commercia use described in subsection (a), or by
an entity that controls, is controlled by, or is under common control
with such person.

(B) TRANSFER OF RIGHT.—Except for any transfer
to the patent owner, the right to assert a defense under this section shall
not be licensed or assigned or transferred to another person except as
an ancillary and subordinate part of agood-faith assignment or transfer
for other reasons of the entire enterprise or line of business to which
the defense relates.

(C) RESTRICTION ON SITES—A defenseunder this
section, when acquired by a person as part of an assignment or transfer
described in subparagraph (B), may only be asserted for uses at sites
where the subject matter that would otherwise infringe a claimed
invention is in use before the later of the effective filing date of the
claimed invention or the date of the assignment or transfer of such
enterprise or line of business.

(2) DERIVATION.—A person may not assert a defense
under this section if the subject matter on which the defense is based
was derived from the patentee or personsin privity with the patentee.

(3) NOT A GENERAL LICENSE.—The defense asserted
by a person under this section is not a general license under al claims
of the patent at issue, but extends only to the specific subject matter for
which it has been established that acommercial use that qualifiesunder
this section occurred, except that the defense shall aso extend to
variationsin the quantity or volume of use of the claimed subject matter,
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and to improvements in the claimed subject matter that do not infringe
additional specifically claimed subject matter of the patent.

(49 ABANDONMENT OF USE.—A person who has
abandoned commercial use (that qualifies under this section) of subject
matter may not rely on activities performed before the date of such
abandonment in establishing a defense under this section with respect
to actions taken on or after the date of such abandonment.

(5) UNIVERSITY EXCEPTION.—

(A) IN GENERAL.—A person commercially using
subject matter to which subsection (a) applies may not assert a defense
under this section if the claimed invention with respect to which the
defense is asserted was, at the time the invention was made, owned or
subject to an obligation of assignment to either an institution of higher
education (as defined in section 101(a) of the Higher Education Act of
1965 (20 U.S.C. 1001(a)), or atechnology transfer organization whose
primary purpose is to facilitate the commercialization of technologies
developed by one or more such institutions of higher education.

(B) EXCEPTION.—Subparagraph (A) shall not apply
if any of the activities required to reduce to practice the subject matter
of the claimed invention could not have been under taken using funds
provided by the Federal Government.

(f) UNREASONABLE ASSERTION OF DEFENSE.—If the
defense under this section is pleaded by aperson who isfound toinfringe
the patent and who subsequently failsto demonstrate areasonable basis
for asserting the defense, the court shall find the case exceptional for
the purpose of awarding attorney fees under section 285.

(9) INVALIDITY.—A patent shall not be deemed to be invalid
under section 102 or 103 solely because adefenseisraised or established
under this section.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-555 (S. 1948 sec. 4302); amended Sept. 16, 2011, Public Law
112-29, sec. 5, 125 Stat. 284.)

CHAPTER 29 — REMEDIES FOR
INFRINGEMENT OF PATENT, AND OTHER
ACTIONS

Sec.
281 Remedy for infringement of patent.

282 Presumption of validity; defenses.
283 Injunction.

284 Damages.

285 Attorney fees.

286 Time limitation on damages.

287 Limitation on damages and other remedies;
marking and notice.

288 Action for infringement of a patent containing
aninvalid claim.

288 (pre-AlA) Action for infringement of a patent
containing an invalid claim.

289 Additional remedy for infringement of design
patent.

290 Notice of patent suits.
291 Derived patents.
291 (pre-AlA) Interfering patents.
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292 False marking.
293 Nonresident patentee; service and notice.
294 Voluntary arbitration.

295 Presumptions: Product made by patented
process.

296 Liability of States, instrumentalities of States,
and State officialsfor infringement of patents.

297 Improper and deceptive invention promotion.
298 Advice of counsdl.

299 Joinder of parties.
35U.S.C. 281 Remedy for infringement of patent.

A patentee shall have remedy by civil action for infringement of his
patent.

35U.S.C. 282 Presumption of validity; defenses.

(@ IN GENERAL.—A patent shall be presumed valid. Each claim
of apatent (whether in independent, dependent, or multiple dependent
form) shall be presumed valid independently of the validity of other
claims; dependent or multiple dependent claims shall be presumed valid
even though dependent upon aninvalid claim. The burden of establishing
invalidity of apatent or any claim thereof shall rest on the party asserting
such invalidity.

(b) DEFENSES.—Thefollowing shall be defensesin any action
involving the validity or infringement of a patent and shall be pleaded:

(1) Noninfringement, absence of liability for infringement,
or unenforceability.

(2) Invalidity of the patent or any claimin suit on any ground
specified in part |1 asacondition for patentability.

(3) Invalidity of the patent or any claim in suit for failure to
comply with—

(A) any requirement of section 112, except that the
failureto disclose the best mode shall not be abasison which any claim
of apatent may be canceled or held invalid or otherwise unenforceabl e
or

(B) any requirement of section 251.

(4) Any other fact or act made a defense by thistitle.

(c) NOTICE OF ACTIONS; ACTIONS DURING EXTENSION
OF PATENT TERM.— In an action involving the validity or
infringement of apatent the party asserting invaidity or noninfringement
shall give notice in the pleadings or otherwise in writing to the adverse
party at least thirty days before the trial, of the country, number, date,
and name of the patentee of any patent, thetitle, date, and page numbers
of any publication to be relied upon as anticipation of the patent in suit
or, except in actions in the United States Court of Federal Claims, as
showing the state of the art, and the name and address of any person
who may be relied upon as the prior inventor or as having prior
knowledge of or as having previousy used or offered for sale the
invention of the patent in suit. In the absence of such notice proof of
the said matters may not be made at the trial except on such terms as
the court requires.Invalidity of the extension of a patent term or any
portion thereof under section 154(b) or 156 because of the material
failure—

(1) by the applicant for the extension, or

(2) by the Director,
to comply with the requirements of such section shall be a defense in
any action involving the infringement of a patent during the period of
the extension of its term and shall be pleaded. A due diligence
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determination under section 156(d)(2) is not subject to review in such
an action.

(Amended July 24, 1965, Public Law 89-83, sec. 10, 79 Stat. 261; Nov.
14,1975, Public Law 94-131, sec. 10, 89 Stat. 692; Apr. 2, 1982, Public
Law 97-164, sec. 161(7), 96 Stat. 49; Sept. 24, 1984, Public Law 98-417,
sec. 203, 98 Stat. 1603; Oct. 29, 1992, Public Law 102-572, sec.
902(b)(1), 106 Stat. 4516; Nov. 1, 1995, Public Law 104-41, sec. 2, 109
Stat. 352; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-560, 582 (S. 1948 secs. 4402(b)(1) and 4732(a)(10)(A));
amended Sept. 16, 2011, Public Law 112-29, sec. 15(a) (effective Sept.
16, 2011) and secs. 20(g) and (j) (effective Sept. 16, 2012), 125 Stat.
284.)

35U.S.C. 283 Injunction.

The several courts having jurisdiction of casesunder thistitle may grant
injunctions in accordance with the principles of equity to prevent the
violation of any right secured by patent, on such terms as the court
deems reasonable.

35U.S.C. 284 Damages.

Upon finding for the claimant the court shall award the claimant damages
adequate to compensate for the infringement but in no event less than
areasonable royalty for the use made of the invention by the infringer,
together with interest and costs as fixed by the court.

When the damages are not found by ajury, the court shall assess them.
In either event the court may increase the damages up to threetimesthe
amount found or assessed. Increased damages under this paragraph shall
not apply to provisional rights under section 154(d).

The court may receive expert testimony as an aid to the determination
of damages or of what royalty would be reasonable under the
circumstances.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-566 (S. 1948 sec. 4507(9)); amended Sept. 16, 2011, Public
Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 285 Attorney fees.

The court in exceptional cases may award reasonable attorney fees to
the prevailing party.

35U.S.C. 286 Timelimitation on damages.

Except as otherwise provided by law, no recovery shall be had for any
infringement committed more than six years prior to the filing of the
complaint or counterclaim for infringement in the action.

In the case of claims against the United States Government for use of
a patented invention, the period before bringing suit, up to six years,
between the date of receipt of awritten claim for compensation by the
department or agency of the Government having authority to settle such
claim, and the date of mailing by the Government of a notice to the
claimant that his claim has been denied shall not be counted as a part
of the period referred to in the preceding paragraph.

35U.S.C. 287 Limitation on damages and other remedies;
marking and notice.

(a) Patentees, and persons making, offering for sale, or selling
within the United States any patented article for or under them, or
importing any patented article into the United States, may give notice
tothe public that the sameis patented, either by fixing thereon the word
“patent” or the abbreviation “pat.”, together with the number of the
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patent, or by fixing thereon theword “ patent” or the abbreviation “pat.”
together with an address of a posting on the Internet, accessible to the
public without charge for accessing the address, that associates the
patented article with the number of the patent, or when, from the
character of the article, this cannot be done, by fixing to it, or to the
package wherein one or more of them is contained, a label containing
a like notice. In the event of failure so to mark, no damages shall be
recovered by the patentee in any action for infringement, except on
proof that the infringer was notified of the infringement and continued
to infringe thereafter, in which event damages may be recovered only
for infringement occurring after such notice. Filing of an action for
infringement shall constitute such notice.

(b) (1) Aninfringer under section 271(qg) shall be subject to all
the provisions of this title relating to damages and injunctions except
to the extent those remedies are modified by this subsection or section
9006 of the Process Patent AmendmentsAct of 1988. The modifications
of remedies provided in this subsection shall not be available to any
person who —

(A) practiced the patented process;

(B) ownsor controls, or is owned or controlled by, the
person who practiced the patented process; or

(C) bhad knowledge before the infringement that a
patented process was used to make the product the importation, use,
offer for sale, or sale of which constitutes the infringement.

(2) Noremediesfor infringement under section 271(g) shall
be availablewith respect to any product in the possession of, or intransit
to, the person subject to liability under such section before that person
had notice of infringement with respect to that product. The person
subject to liability shall bear the burden of proving any such possession
or transit.

(3) (A) In making a determination with respect to the
remedy in an action brought for infringement under section 271(qg), the
court shall consider—

(i) the good faith demonstrated by the defendant
with respect to arequest for disclosure;

(ii) the good faith demonstrated by the plaintiff
with respect to arequest for disclosure, and

(iii) theneed to restorethe exclusiverights secured
by the patent.

(B) For purposes of subparagraph (A), the following

are evidence of good faith:

(i) arequest for disclosure made by the defendant;

(ii) a response within a reasonable time by the
person receiving the request for disclosure; and

(iii)  the submission of the response by the
defendant to the manufacturer, or if the manufacturer is not known, to
the supplier, of the product to be purchased by the defendant, together
with a request for a written statement that the process claimed in any
patent disclosed in the response is not used to produce such product.
The failure to perform any acts described in the preceding sentence is
evidence of absence of good faith unless there are mitigating
circumstances. Mitigating circumstancesinclude the casein which, due
to the nature of the product, the number of sources for the product, or
like commercial circumstances, arequest for disclosureisnot necessary
or practicable to avoid infringement.

(4) (A) For purposes of this subsection, a “request for
disclosure” means a written request made to a person then engaged in
the manufacture of a product to identify all process patents owned by
or licensed to that person, as of the time of the request, that the person
then reasonably believes could be asserted to be infringed under section
271(q) if that product were imported into, or sold, offered for sale, or
used in, the United States by an unauthorized person. A request for
disclosureis further limited to a request—

(i) which is made by a person regularly engaged

in the United States in the sdle of the type of products as those
manufactured by the person to whom the request is directed, or which
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includes facts showing that the person making the request plans to
engage in the sale of such productsin the United States;

(if) which is made by such person before the
person’s first importation, use, offer for sale, or sale of units of the
product produced by an infringing process and before the person had
notice of infringement with respect to the product; and

(iii) whichincludes arepresentation by the person
making the request that such person will promptly submit the patents
identified pursuant to the reguest to the manufacturer, or if the
manufacturer is not known, to the supplier, of the product to be
purchased by the person making the request, and will request from that
manufacturer or supplier awritten statement that none of the processes
claimed in those patents is used in the manufacture of the product.

(B) Inthe case of arequest for disclosure received by
a person to whom a patent is licensed, that person shall either identify
the patent or promptly notify the licensor of the request for disclosure.

(C) A personwho has marked, in the manner prescribed
by subsection (@), the number of the process patent on all products made
by the patented process which have been offered for sale or sold by that
person in the United States, or imported by the person into the United
States, before a request for disclosure is received is not required to
respond to the request for disclosure. For purposes of the preceding
sentence, theterm “al products’ does not include products made before
the effective date of the Process Patent Amendments Act of 1988.

(5) (A) For purposes of this subsection, notice of
infringement means actual knowledge, or receipt by aperson of awritten
notification, or a combination thereof, of information sufficient to
persuade a reasonable person that it is likely that a product was made
by a process patented in the United States.

(B) A written notification from the patent holder
charging a person with infringement shall specify the patented process
aleged to have been used and the reasons for a good faith belief that
such processwas used. The patent holder shall includein the notification
such information asis reasonably necessary to explain fairly the patent
holder’s belief, except that the patent holder is not required to disclose
any trade secret information.

(C) A person who receives a written notification
described in subparagraph (B) or a written response to a request for
disclosure described in paragraph (4) shall be deemed to have notice of
infringement with respect to any patent referred to in such written
notification or response unless that person, absent mitigating
circumstances—

(i) promptly transmits the written notification or
response to the manufacturer or, if the manufacturer is not known, to
the supplier, of the product purchased or to be purchased by that person;
and

(i) receives a written statement from the
manufacturer or supplier which on its face sets forth a well grounded
factual basis for abelief that the identified patents are not infringed.

(D) For purposes of this subsection, a person who
obtains a product made by a process patented in the United Statesin a
quantity whichisabnormally largein relation to the volume of business
of such person or an efficient inventory level shall be rebuttably
presumed to have actual knowledge that the product was made by such
patented process.

(6) A person who receives a response to a request for
disclosure under this subsection shall pay to the person to whom the
request was made a reasonable fee to cover actual costs incurred in
complying with the request, which may not exceed the cost of a
commercially available automated patent search of the matter involved,
but in no case more than $500.

(c) (1) With respect to amedical practitioner’'s performance of
amedical activity that constitutes an infringement under section 271(a)
or (b), the provisions of sections 281, 283, 284, and 285 shall not apply
against the medical practitioner or against a related health care entity
with respect to such medical activity.

(2) For the purposes of this subsection:

(A) theterm“medical activity” meansthe performance
of amedical or surgical procedure on a body, but shall not include (i)
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the use of a patented machine, manufacture, or composition of matter
in violation of such patent, (ii) the practice of a patented use of a
composition of matter in violation of such patent, or (iii) the practice
of aprocessin violation of a biotechnology patent.

(B) theterm “medical practitioner” means any natural
person who is licensed by a State to provide the medical activity
described in subsection (c)(1) or who is acting under the direction of
such person in the performance of the medical activity.

(C) theterm “related health care entity” shall mean an
entity with which a medical practitioner has a professiona affiliation
under which the medical practitioner performs the medical activity,
including but not limited to anursing home, hospital, university, medical
school, health maintenance organization, group medical practice, or a
medical clinic.

(D) theterm “professional affiliation” shall mean staff
privileges, medical staff membership, employment or contractual
relationship, partnership or ownership interest, academic appointment,
or other affiliation under which a medical practitioner provides the
medical activity on behalf of, or in association with, the health care
entity.

(E) theterm “body” shall mean a human body, organ
or cadaver, or anonhuman animal used in medical research or instruction
directly relating to the treatment of humans.

(F) theterm “patented use of a composition of matter”
does not include aclaim for amethod of performing amedical or surgical
procedure on a body that recites the use of a composition of matter
where the use of that composition of matter does not directly contribute
to achievement of the objective of the claimed method.

(G) theterm “State” shall mean any State or territory
of the United States, the District of Columbia, and the Commonwealth
of Puerto Rico.

(3) This subsection does not apply to the activities of any
person, or employee or agent of such person (regardless of whether such
person isatax exempt organization under section 501(c) of the Internal
Revenue Code), who is engaged in the commercial development,
manufacture, sale, importation, or distribution of a machine,
manufacture, or composition of matter or the provision of pharmacy or
clinical laboratory services (other than clinical laboratory services
provided in a physician’s office), where such activities are:

(A) directly related to the commercial development,
manufacture, sale, importation, or distribution of a machine,
manufacture, or composition of matter or the provision of pharmacy or
clinical laboratory services (other than clinical laboratory services
provided in a physician’s office), and

(B) regulated under the Federal Food, Drug, and
CosmeticAct, the Public Health ServiceAct, or the Clinical Laboratories
Improvement Act.

(4) Thissubsection shall not apply to any patent issued based
on an application which has an effective filing date before September
30, 1996.

(Amended Aug. 23, 1988, Public Law 100-418, sec. 9004(a), 102 Stat.
1564; Dec. 8, 1994, Public Law 103-465, sec. 533(b)(5), 108 Stat. 4989;
subsection (c) added Sept. 30, 1996, Public Law 104-208, sec. 616, 110
Stat. 3009-67; amended Nov. 29, 1999, Public Law 106-113, sec.
1000(a)(9), 113 Stat. 1501A-589 (S. 1948 sec. 4803); amended Sept.
16, 2011, Public Law 112-29, sec. 16(a) (effective Sept. 16, 2011), secs.
20(i) and (j) (effective Sept. 16, 2012), and sec. 3(g) (effective March
16, 2013), 125 Stat. 284.)

35U.S.C. 288 Action for infringement of a patent containing
an invalid claim.

[Editor Note: Applicable to all proceedings commenced on or after
September 16, 2012. See 35 U.S.C. 288 (pre-Al A) for thelaw otherwise
applicable.]

Whenever a claim of a patent is invalid, an action may be maintained
for the infringement of a claim of the patent which may be valid. The
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patentee shall recover no costs unless a disclaimer of the invalid claim
has been entered at the Patent and Trademark Office before the
commencement of the suit.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
amended Sept. 16, 2011, Public Law 112-29, sec. 20(h), 125 Stat. 284,
effective Sept. 16, 2012.)

35U.S.C. 288 (pre-AlA) Action for infringement of apatent
containing an invalid claim.

[Editor Note: Not applicable to to proceedings commenced on or after
September 16, 2012, See 35 U.S.C. 288 for the law otherwise
applicable]

Whenever, without deceptive intention, a claim of a patent is invalid,
an action may be maintained for theinfringement of aclaim of the patent
which may be valid. The patentee shall recover no costs unless a
disclaimer of the invalid claim has been entered at the Patent and
Trademark Office before the commencement of the suit.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35U.S.C. 289 Additional remedy for infringement of design
patent.

Whoever during the term of a patent for adesign, without license of the
owner, (1) appliesthe patented design, or any colorableimitation thereof,
to any article of manufacture for the purpose of sale, or (2) sells or
exposes for sale any article of manufacture to which such design or
colorable imitation has been applied shall be liable to the owner to the
extent of his total profit, but not less than $250, recoverable in any
United States district court having jurisdiction of the parties.

Nothing in this section shall prevent, lessen, or impeach any other
remedy which an owner of an infringed patent has under the provisions
of this title, but he shall not twice recover the profit made from the
infringement.

35U.S.C. 290 Notice of patent suits.

Theclerks of the courts of the United States, within one month after the
filing of an action under thistitle, shall give notice thereof in writing to
the Director, setting forth so far as known the names and addresses of
the parties, name of the inventor, and the designating number of the
patent upon which the action has been brought. If any other patent is
subseguently included in the action he shall give like notice thereof.
Within one month after the decision is rendered or a judgment issued
the clerk of the court shall give notice thereof to the Director. The
Director shall, on receipt of such notices, enter the same in the file of
such patent.

(Amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113
Stat. 1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 291 Derived Patents.
[Editor Note: Applicable to any patent application subject to the first

inventor to file provisions of the AIA (see 35 U.S.C. 100 (note))*. See
35 U.S.C. 291 (pre-Al A) for the law otherwise applicable)]

(@) IN GENERAL.—The owner of a patent may have relief by
civil action against the owner of another patent that claims the same
invention and has an earlier effectivefiling date, if theinvention claimed
in such other patent was derived from the inventor of the invention
claimed in the patent owned by the person seeking relief under this
section.
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(b) FILING LIMITATION.—AnN action under this section may
be filed only before the end of the 1-year period beginning on the date
of the issuance of the first patent containing a claim to the allegedly
derived invention and naming an individual alleged to have derived
such invention as the inventor or joint inventor.

(Amended Sept. 16, 2011, Public Law 112-29, secs. 20(j) (effective
Sept. 16, 2012)and 3(h) (effective March 16, 2013)*, 125 Stat. 284.)

*NOTE: The provisions of 35 U.S.C. 291 (pre-AlA), asin effect on

March 15, 2013, shall also apply to each claim of an application for
patent, and any patent issued thereon, for which thefirst inventor tofile
provisions of the AIA apply (see 35 U.S.C. 100 (note)), if such
application or patent contains or contained at any time—

(A) aclaim to an invention having an effective filing date as
defined in 35 U.S.C. 100(i), that occurs before March 16, 2013; or

(B) aspecific reference under 35 U.S.C. 120, 121, or 365(c), to
any patent or application that contains or contained at any time such a
claim.

35U.S.C. 291 (pre-AlA) Interfering patents.

[Editor Note: Not applicable to any patent application subject to the
first inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)).*
See 35 U.S.C. 291 for thelaw otherwise applicable.*]

The owner of an interfering patent may have relief against the owner
of another by civil action, and the court may adjudge the question of
validity of any of the interfering patents, in whole or in part. The
provisions of the second paragraph of section 146 shall apply to actions
brought under this section.

(Amended Sept. 16, 2011, Public Law 112-29, sec. 20(j) (effective Sept.
16, 2012), 125 Stat. 284.

*NOTE: The provisions of 35 U.S.C. 291 (pre-AlA), as in effect on

March 15, 2013, shall also apply to each claim of an application for
patent, and any patent issued thereon, for which thefirst inventor tofile
provisions of the AIA apply (see 35 U.S.C. 100 (note)), if such
application or patent contains or contained at any time—

(A) aclaim to an invention having an effective filing date as
defined in 35 U.S.C. 100(i), that occurs before March 16, 2013; or

(B) aspecific reference under 35 U.S.C. 120, 121, or 365(c), to
any patent or application that contains or contained at any time such a
claim.

35U.S.C. 292 False marking.

(8 Whoever, without the consent of the patentee, marks upon, or
affixes to, or uses in advertising in connection with anything made,
used, offered for sale, or sold by such person within the United States,
or imported by the person into the United States, the name or any
imitation of the name of the patentee, the patent number, or the words
“patent,” “patentee,” or the like, with the intent of counterfeiting or
imitating the mark of the patentee, or of deceiving the public and
inducing them to believe that the thing was made, offered for sale, sold,
or imported into the United States by or with the consent of the patentee;
or

Whoever marks upon, or affixesto, or usesin advertising in
connection with any unpatented article the word “patent” or any word
or number importing the sameis patented, for the purpose of deceiving
the public; or

Whoever marks upon, or affixesto, or usesin advertising in
connection with any article the words “patent applied for,” “patent
pending,” or any word importing that an application for patent has been
made, when no application for patent has been made, or if made, is not
pending, for the purpose of deceiving the public—
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Shall be fined not more than $500 for every such offense. Only the
United States may sue for the penalty authorized by this subsection.

(b) A person who has suffered a competitive injury as aresult of
aviolation of this section may fileacivil actionin adistrict court of the
United States for recovery of damages adequate to compensate for the
injury.

(c) Themarking of aproduct, inamanner described in subsection
(a), with matter relating to a patent that covered that product but has
expired is not aviolation of this section.

(Subsection (a8) amended Dec. 8, 1994, Public Law 103-465, sec.
533(b)(6), 108 Stat. 4990; amended Sept. 16, 2011, Public Law 112-29,
sec. 16(b), 125 Stat. 284.)

35U.S.C. 293 Nonresident patentee; service and notice.

Every patentee not residing in the United States may file in the Patent
and Trademark Office awritten designation stating the name and address
of a person residing within the United States on whom may be served
process or notice of proceedings affecting the patent or rightsthereunder.
If the person designated cannot be found at the address given in the last
designation, or if no person has been designated, the United States
District Court for the Eastern District of Virginiashall havejurisdiction
and summons shall be served by publication or otherwise as the court
directs. The court shall have the same jurisdiction to take any action
respecting the patent or rights thereunder that it would have if the
patentee were personally within the jurisdiction of the court.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
amended Sept. 16, 2011, Public Law 112-29, sec. 9, 125 Stat. 284.)

35U.S.C. 294 Voluntary arbitration.

(a) A contract involving a patent or any right under a patent may
contain aprovision requiring arbitration of any dispute relating to patent
validity or infringement arising under the contract. In the absence of
such aprovision, the partiesto an existing patent validity or infringement
dispute may agree in writing to settle such dispute by arbitration. Any
such provision or agreement shall bevalid, irrevocable, and enforcesble,
except for any grounds that exist at law or in equity for revocation of a
contract.

(b) Arbitration of such disputes, awards by arbitrators, and
confirmation of awards shall be governed by title 9, to the extent such
title is not inconsistent with this section. In any such arbitration
proceeding, the defenses provided for under_section 282 shall be
considered by the arbitrator if raised by any party to the proceeding.

(c) Anaward by an arbitrator shall be final and binding between
the parties to the arbitration but shall have no force or effect on any
other person. The parties to an arbitration may agree that in the event a
patent which isthe subject matter of an award is subsequently determined
to be invalid or unenforceable in a judgment rendered by a court of
competent jurisdiction from which no appeal can or has been taken,
such award may be modified by any court of competent jurisdiction
upon application by any party to the arbitration. Any such modification
shall govern the rights and obligations between such parties from the
date of such modification.

(d) When an award is made by an arbitrator, the patentee, his
assignee or licensee shall give notice thereof in writing to the Director.
There shall be a separate notice prepared for each patent involved in
such proceeding. Such notice shall set forth the names and addresses
of the parties, the name of the inventor, and the name of the patent
owner, shall designate the number of the patent, and shall contain a
copy of the award. If an award is modified by a court, the party
requesting such modification shall give notice of such modification to
the Director. The Director shall, upon receipt of either notice, enter the
same in the record of the prosecution of such patent. If the required
notice is not filed with the Director, any party to the proceeding may
provide such notice to the Director.

(e) The award shall be unenforceable until the notice required by
subsection (d) is received by the Director.
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(Added Aug. 27, 1982, Public Law 97-247, sec. 17(b)(1), 96 Stat. 322;
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(a)(10)(A)); subsections (b) and (c)
amended Nov. 2, 2002, Public Law 107-273, sec. 13206, 116 Stat. 1905;
amended Sept. 16, 2011, Public Law 112-29, sec. 20(j) (effective Sept.
16, 2012), 125 Stat. 284.

35U.S.C. 295 Presumption: Product made by patented
process.

In actions aleging infringement of a process patent based on the
importation, sale, offered for sale, or use of a product which is made
from a process patented in the United States, if the court finds—

(1) that asubstantial likelihood exists that the product was made
by the patented process, and

(2) that the plaintiff has made a reasonable effort to determine
the process actually used in the production of the product and was unable
so to determine, the product shall be presumed to have been so made,
and the burden of establishing that the product was not made by the
process shall be on the party asserting that it was not so made.

(Added Aug. 23, 1988, Public Law 100-418, sec. 9005(a), 102 Stat.
1566; amended Dec. 8, 1994, Public Law 103-465, sec. 533(b)(7), 108
Stat. 4990.)

35U.S.C.296 Liability of States, instrumentalities of States,
and State officials for infringement of patents.

(& IN GENERAL.—Any State, any instrumentality of a State,
and any officer or employee of a State or instrumentality of a State,
acting in his official capacity, shall not be immune, under the eleventh
amendment of the Constitution of the United States or under any other
doctrine of sovereignimmunity, from suit in Federal court by any person,
including any governmental or nongovernmental entity, for infringement
of apatent under section 271, or for any other violation under thistitle.

(b) REMEDIES.—In a suit described in subsection (a) for a
violation described in that subsection, remedies (including remedies
both at law and in equity) are available for the violation to the same
extent as such remedies are available for such aviolationin asuit against
any private entity. Such remedies include damages, interest, costs, and
treble damages under section 284, attorney fees under section 285, and
the additional remedy for infringement of design patents under section
289.

(Added Oct. 28, 1992, Public Law 102-560, sec. 2(a)(2), 106 Stat. 4230.)

35U.S.C. 297 Improper and deceptiveinvention promotion.

(& IN GENERAL.— An invention promoter shall have a duty
to disclose the following information to a customer in writing, prior to
entering into a contract for invention promotion services:

(1) thetotal number of inventions evaluated by theinvention
promoter for commercial potential in the past 5 years, as well as the
number of those inventions that received positive evaluations, and the
number of those inventions that received negative evaluations;

(2) thetotal number of customerswho have contracted with
theinvention promoter in the past 5 years, not including customerswho
have purchased trade show services, research, advertising, or other
nonmarketing services from the invention promoter, or who have
defaulted in their payment to the invention promoter;

(3) the total number of customers known by the invention
promoter to have received a net financial profit as adirect result of the
invention promotion services provided by such invention promoter;

(4) the total number of customers known by the invention
promoter to have received license agreements for their inventions as a
direct result of the invention promotion services provided by such
invention promoter; and

(5) the names and addresses of all previous invention
promotion companies with which the invention promoter or its officers
have collectively or individually been affiliated in the previous 10 years.
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(b) CIVIL ACTION.—

(1) Any customer who enters into a contract with an
invention promoter and who is found by a court to have been injured
by any material false or fraudulent statement or representation, or any
omission of material fact, by that invention promoter (or any agent,
employee, director, officer, partner, or independent contractor of such
invention promoter), or by the failure of that invention promoter to
disclose such information as required under subsection (a), may recover
inacivil action against theinvention promoter (or the officers, directors,
or partners of such invention promoter), in addition to reasonable costs
and attorneys’ fees—

(A) the amount of actual damages incurred by the
customer; or

(B) at the election of the customer at any time before
final judgment isrendered, statutory damagesin asum of not more than
$5,000, as the court considers just.

(2) Notwithstanding paragraph (1), in a case where the
customer sustains the burden of proof, and the court finds, that the
invention promoter intentionally misrepresented or omitted a material
fact to such customer, or willfully failed to disclose such information
as required under subsection (@), with the purpose of deceiving that
customer, the court may increase damages to not more than three times
the amount awarded, taking into account past complaints made against
the invention promoter that resulted in regulatory sanctions or other
corrective actions based on those records compiled by the Commissioner
of Patents under subsection (d).

(c) DEFINITIONS.— For purposes of this section—

(1) a“contract for invention promotion services’ means a
contract by which an invention promoter undertakesinvention promotion
services for a customer;

(2) a"customer” isany individual who entersinto acontract
with an invention promoter for invention promotion services;

(3) theterm “invention promoter” means any person, firm,
partnership, corporation, or other entity who offers to perform or
performsinvention promotion servicesfor, or on behalf of, a customer,
and who holds itself out through advertising in any mass media as
providing such services, but does not include—

(A) any department or agency of the Federa
Government or of a State or local government;

(B) any nonprofit, charitable, scientific, or educational
organization, qualified under applicable State law or described under
section 170(b)(1)(A) of the Internal Revenue Code of 1986;

(C) any person or entity involved in the evaluation to
determine commercial potential of, or offering to license or sell, autility
patent or apreviously filed nonprovisional utility patent application;

(D) any party participating in a transaction involving
the sale of the stock or assets of a business; or

(E) any party who directly engages in the business of
retail sales of products or the distribution of products; and

(4) the term “invention promotion services’ means the
procurement or attempted procurement for a customer of a firm,
corporation, or other entity to develop and market products or services
that include the invention of the customer.

(d) RECORDS OF COMPLAINTS—

(1) RELEASE OF COMPLAINTS.— The Commissioner
of Patents shall make al complaints received by the Patent and
Trademark Office involving invention promoters publicly available,
together with any response of the invention promoters. The
Commissioner of Patents shall notify the invention promoter of a
complaint and provide areasonable opportunity to reply prior to making
such complaint publicly available.

(2) REQUEST FOR COMPLAINTS.— The Commissioner
of Patents may reguest complaints relating to invention promotion
services from any Federal or State agency and include such complaints
in the records maintained under paragraph (1), together with any
response of the invention promoters.
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(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-552 (S. 1948 sec. 4102(a)).)

35U.S.C. 298 Advice of counsel.

Thefailure of an infringer to obtain the advice of counsel with respect
toany allegedly infringed patent, or thefailure of theinfringer to present
such advice to the court or jury, may not be used to prove that the
accused infringer willfully infringed the patent or that the infringer
intended to induce infringement of the patent.

(Added Sept. 16, 2011, Public Law 112-29, sec. 17, 125 Stat. 284,
effective as to patents issued on or after Sept. 16, 2012, effective date
revised Public Law 112-274, sec. (1)(a), __ Stat. _ asapplicable to
any civil action commenced on or after Jan. 14, 2013.)

35U.S.C. 299 Joinder of parties.

(8) JOINDER OF ACCUSED INFRINGERS.—With respect to
any civil action arising under any Act of Congress relating to patents,
other than an action or tria in which an act of infringement under section
271(e)(2) hasbeen pled, partiesthat are accused infringers may bejoined
in one action as defendants or counterclaim defendants, or have their
actions consolidated for trial, only if—

(1) any right to relief is asserted against the parties jointly,
severdly, or in the alternative with respect to or arising out of the same
transaction, occurrence, or series of transactions or occurrencesrelating
to the making, using, importing into the United States, offering for sale,
or selling of the same accused product or process; and

2 questions of fact common to al defendants or
counterclaim defendants will arise in the action.

(b) ALLEGATIONS INSUFFICIENT FOR JOINDER.— For
purposes of this subsection, accused infringers may not bejoinedin one
action as defendants or counterclaim defendants, or have their actions
consolidated for trial,based solely on allegations that they each have
infringed the patent or patentsin suit.

(c) WAIVER.—A party that is an accused infringer may waive
the limitations set forth in this section with respect to that party.

(Added Sept. 16, 2011, Public Law 112-29, sec. 19(d), 125 Stat. 284,
corrected Jan. 14, 2013, Public Law 112-274, sec. 1(c), Stat. 2)

CHAPTER 30 — PRIOR ART CITATIONSTO
OFFICEAND EX PARTE REEXAMINATION OF
PATENTS

Sec.
301 Citation of prior art and written statements.

302 Request for reexamination.

303 Determination of issue by Director.
304 Reexamination order by Director.

305 Conduct of reexamination proceedings.

305 (pre-AlA) Conduct of reexamination
proceedings.
306 Appeal.

307 Certificate of patentability, unpatentability,
and claim cancellation.

35U.S.C. 301 Citation of prior art and written statements.

(8 IN GENERAL.—Any person at any time may citeto the Office
inwriting—

March 2014



§ 302

(1) prior art consisting of patents or printed publications
which that person believes to have a bearing on the patentability of any
claim of aparticular patent; or

(2) statements of the patent owner filed in a proceeding
before a Federal court or the Office in which the patent owner took a
position on the scope of any claim of a particular patent.

(b) OFFICIAL FILE.—If the person citing prior art or written
statements pursuant to subsection (a) explainsin writing the pertinence
and manner of applying the prior art or written statementsto at least 1
claim of the patent, the citation of the prior art or written statements and
the explanation thereof shall become a part of the officia file of the
patent.

(c) ADDITIONAL INFORMATION.—A party that submits a
written statement pursuant to subsection (a)(2) shall include any other
documents, pleadings, or evidence from the proceeding in which the
statement was filed that addresses the written statement.

(d) LIMITATIONS.—A written statement submitted pursuant to
subsection (a)(2), and additional information submitted pursuant to
subsection (c), shall not be considered by the Office for any purpose
other than to determine the proper meaning of a patent claim in a
proceeding that is ordered or instituted pursuant to section 304, 314, or
324. If any such written statement or additional information is subject
to an applicable protective order, such statement or information shall
be redacted to exclude information that is subject to that order.

(e) CONFIDENTIALITY.—Upon the written request of the
person citing prior art or written statements pursuant to subsection (a),
that person’s identity shall be excluded from the patent file and kept
confidential.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015;
amended Sept. 16, 2011, Public Law 112-29, sec. 6(g) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 302 Request for reexamination.

Any person at any time may file a request for reexamination by the
Office of any claim of apatent on the basis of any prior art cited under
the provisions of section 301. The request must bein writing and must
be accompanied by payment of areexamination fee established by the
Director pursuant to the provisions of section 41. The request must set
forth the pertinency and manner of applying cited prior art to every
claim for which reexamination isrequested. Unlessthe requesting person
isthe owner of the patent, the Director promptly will send a copy of the
request to the owner of record of the patent.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015;
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582 (S. 1948 secs. 4732(a)(8) and 4732(a)(10)(A)); amended
Sept. 16, 2011, Public Law 112-29, sec. 20()) (effective Sept. 16, 2012),
125 Stat. 284.)

35U.S.C. 303 Determination of issue by Director.

(&) Within three months following the filing of a request for
reexamination under the provisions of section 302 , the Director will
determine whether a substantial new question of patentability affecting
any claim of the patent concerned is raised by the request, with or
without consideration of other patents or printed publications. On his
own initiative, and any time, the Director may determine whether a
substantial new question of patentability is raised by patents and
publications discovered by him or cited under the provisions of section
301 or 302. The existence of asubstantial new question of patentability
is not precluded by the fact that a patent or printed publication was
previously cited by or to the Office or considered by the Office.

(b) A record of the Director’s determination under subsection (&)
of this section will be placed in the official file of the patent, and a copy
promptly will be given or mailed to the owner of record of the patent
and to the person requesting reexamination, if any.

(c) A determination by the Director pursuant to subsection (&) of
this section that no substantial new question of patentability has been
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raised will befinal and nonappealable. Upon such a determination, the
Director may refund a portion of the reexamination fee required under
section 302.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015;
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(8)(9), 113 Stat.
1501A-581, 582 (S. 1948 secs. 4732(a)(9) and (4732(a)(10)(A));
subsection (a) amended Nov. 2, 2002, Public Law 107-273, sec. 13105,
116 Stat. 1900; amended Sept. 16, 2011, Public Law 112-29, secs. 6(h)
and 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 304 Reexamination order by Director.

If, in a determination made under the provisions of subsection 303(a),
the Director finds that a substantial new question of patentability
affecting any claim of apatent is raised, the determination will include
an order for reexamination of the patent for resolution of the question.
The patent owner will be given a reasonable period, not less than two
months from the date a copy of the determination is given or mailed to
him, within which he may file a statement on such question, including
any amendment to his patent and new claim or claims he may wish to
propose, for consideration in the reexamination. If the patent owner
files such a statement, he promptly will serve acopy of it on the person
who has requested reexamination under the provisions of section 302.
Within aperiod of two monthsfrom the date of service, that person may
file and have considered in the reexamination areply to any statement
filed by the patent owner. That person promptly will serve on the patent
owner a copy of any reply filed.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016;
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 305 Conduct of reexamination proceedings.

[Editor Note: Applicable to any patent issuing from an application
subject to the first inventor to file provisions of the AIA (see 35 U.S.C.
100 (note)). See 35 U.S.C. 305 (pre-AlA) for the law otherwise
applicable.]

After thetimesfor filing the statement and reply provided for by section
304 have expired, reexamination will be conducted according to the
procedures established for initial examination under the provisions of
sections 132 and 133. In any reexamination proceeding under this
chapter, the patent owner will be permitted to propose any amendment
to his patent and a new claim or claims thereto, in order to distinguish
the invention as claimed from the prior art cited under the provisions
of section 301, or in response to a decision adverse to the patentability
of aclaim of a patent. No proposed amended or new claim enlarging
the scope of aclaim of the patent will be permitted in a reexamination
proceeding under this chapter. All reexamination proceedings under
this section, including any appeal to the Patent Trial and Appeal Board,
will be conducted with special dispatch within the Office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016;
amended Nov. 8, 1984, Public Law 98-622, sec. 204(c), 98 Stat. 3388;
amended Sept. 16, 2011, Public Law 112-29, secs. 20(j) (effective Sept.
16, 2012) and 3(j) (effective March 16, 2013), 125 Stat. 284.)

35U.S.C. 305 (pre-AlA) Conduct of reexamination
proceedings.

[Editor Note: Not applicable to any patent i ssuing from an application
subject to the first inventor to file provisions of the AIA (see 35 U.S.C.
100 (note)). See 35 U.S.C. 305 for the law otherwise applicable]
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After thetimesfor filing the statement and reply provided for by section
304 have expired, reexamination will be conducted according to the
procedures established for initial examination under the provisions of
sections 132 and 133. In any reexamination proceeding under this
chapter, the patent owner will be permitted to propose any amendment
to his patent and a new claim or claims thereto, in order to distinguish
the invention as claimed from the prior art cited under the provisions
of section 301, or in response to a decision adverse to the patentability
of aclaim of a patent. No proposed amended or new claim enlarging
the scope of a claim of the patent will be permitted in a reexamination
proceeding under this chapter. All reexamination proceedings under
this section, including any appesal to the Board of Patent Appeals and
Interferences, will be conducted with special dispatch within the Office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016;
amended Nov. 8, 1984, Public Law 98-622, sec. 204(c), 98 Stat. 3388;
amended Sept. 16, 2011, Public Law 112-29, sec. 20(j) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 306 Appeal.

The patent owner involved in a reexamination proceeding under this
chapter may appeal under the provisions of section 134, and may seek
court review under the provisions of sections 141 to 144, with respect
to any decision adverse to the patentability of any original or proposed
amended or new claim of the patent.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016;
amended Sept. 16, 2011, Public Law 112-29, secs. 6(h)(2) (effective
Sept. 16, 2011) and 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 307 Certificate of patentability, unpatentability,
and claim cancellation.

(&) In areexamination proceeding under this chapter, when the
time for appeal has expired or any appeal proceeding has terminated,
the Director will issue and publish a certificate canceling any claim of
the patent finally determined to be unpatentable, confirming any claim
of the patent determined to be patentable, and incorporating in the patent
any proposed amended or new claim determined to be patentable.

(b) Any proposed amended or new claim determined to be
patentable and incorporated into a patent following a reexamination
proceeding will have the same effect as that specified in section 252
for reissued patents on the right of any person who made, purchased,
or used within the United States, or imported into the United States,
anything patented by such proposed amended or new claim, or who
made substantial preparation for the same, prior to issuance of a
certificate under the provisions of subsection (a) of this section.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016;
amended Dec. 8, 1994, Public Law 103-465, sec. 533(b)(8), 108 Stat.
4990; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(a)(10)(A))amended Sept. 16, 2011,
Public Law 112-29, sec. 20(j), 125 Stat. 284, effective Sept. 16, 2012.)

CHAPTER 31 — INTER PARTES REVIEW

Sec.

311 (note) Inter partes review applicability
provisions.

311 Inter partesreview.

312 Petitions.

313 Preliminary response to petition.
314 Ingtitution of inter partes review.
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315 Relation to other proceedings or actions.
316 Conduct of inter partes review.

317 Settlement.

318 Decision of the Board.

319 Appeal.

35U.S.C. 311 (note) Inter partesreview applicability
provisions.

The post-grant review provisions of the Leahy-Smith America Invents
Act (AlA) apply only to proceedings commenced on or after Sept. 16,
2012, except that—

(1) the extension of jurisdiction to the United States Court of
Appeals for the Federal Circuit to entertain appeals of decisions of the
Patent Trial and Appeal Board in reexaminations under the amendment
made by subsection (c)(2) of the AlA shall be deemed to take effect on
Sept. 16, 2011 and shall extend to any decision of the Board of Patent
Appeasand I nterferences with respect to areexamination that is entered
before, on, or after Sept. 16, 2011;

(2) theprovisionsof 35 U.S.C. 6 (pre-AlA), 134 (pre-AlA), and
141 (pre-AlA) asin effect on Sept. 15, 2012 shall continue to apply
to inter partes reexaminations that are requested under 35 U.S.C. 311
(pre-AlA) before Sept. 16, 2012;

(3) the Patent Trial and Appeal Board may be deemed to be the
Board of Patent Appeals and Interferences for purposes of appeals of
inter partes reexaminations that are requested under 35 U.S.C. 311
(pre-AlA) before Sept. 16, 2012; and

(4) the Director’s right under the fourth sentence of 35 U.S.C.
143, to intervene in an appea from a decision entered by the Patent
Trial and Appeal Board shall be deemed to extend to inter partes
reexaminations that are requested under 35 U.S.C. 311 before Sept. 16,
2012.

(Sept. 16, 2011, Public Law 112-29, sec. 7(e) (effective Sept. 16, 2012),
125 Stat. 284.)

35U.S.C. 311 Inter partesreview.

(& IN GENERAL.—Subject to the provisions of this chapter, a
person who is not the owner of a patent may file with the Office a
petition to institute an inter partes review of the patent. The Director
shall establish, by regulation, fees to be paid by the person requesting
thereview, in such amounts asthe Director determinesto bereasonable,
considering the aggregate costs of the review.

(b) SCOPE.—A petitioner in an inter partes review may request
to cancel as unpatentable 1 or more claims of a patent only on aground
that could be raised under section 102 or 103 and only on the basis of
prior art consisting of patents or printed publications.

(c) FILING DEADLINE.*—A petition for inter partes review
shall befiled after the later of either—

(1) the date that is 9 months after the grant of a patent; or
(2) if apost-grant review isinstituted under chapter 32, the
date of the termination of such post-grant review.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsections (a) and (c) amended
Nov. 2, 2002, Public Law 107-273, sec. 13202, 116 Stat. 1901; amended
Sept. 16, 2011, Public Law 112-29, sec. 6(a) (effective Sept. 16, 2012),
125 Stat. 284.)

*NOTE:Pursuant to Public Law 112-274, sec. 1(d), ___ Stat.
Jan. 14, 2013, the filing deadlines of subsection (c) “do not apply to
patents not subject to thefirst inventor to file provisions of the AIA (35

U.S.C. 100 (note)).
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35U.S.C. 312 Petitions.

(@) REQUIREMENTS OF PETITION.—A petition filed under
section 311 may be considered only if—

(1) the petition is accompanied by payment of the fee
established by the Director under section 311;

(2) the petition identifies all real partiesin interest;

(3) the petition identifies, in writing and with particularity,
each claim challenged, the grounds on which the challengeto each claim
is based, and the evidence that supports the grounds for the challenge
to each claim, including—

(A) copies of patents and printed publications that the
petitioner relies upon in support of the petition; and
(B) affidavits or declarations of supporting evidence
and opinions, if the petitioner relies on expert opinions,
(4) the petition provides such other information as the
Director may require by regulation; and
(5) the petitioner provides copies of any of the documents
required under paragraphs (2), (3), and (4) to the patent owner or, if
applicable, the designated representative of the patent owner.
(b) PUBLIC AVAILABILITY.—As soon as practicable after the
receipt of a petition under section 311, the Director shall make the
petition available to the public.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsections (a) and (b) amended
Nov. 2, 2002, Public Law 107-273, secs. 13105 and 13202, 116
Stat.1900-1901; subsections (a) and (c) amended Sept. 16, 2011, Public
Law 112-29, sec. 6(c)(3), 125 Stat. 284; amended Sept. 16, 2011, Public
Law 112-29, sec. 6(a), 125 Stat. 284, effective Sept. 16, 2012.)

35U.S.C. 313 Preliminary responseto petition.

If an inter partes review petition is filed under section 311, the patent
owner shall have theright to file a preliminary response to the petition,
within atime period set by the Director, that sets forth reasons why no
inter partes review should be instituted based upon the failure of the
petition to meet any requirement of this chapter.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); amended Sept. 16, 2011, Public Law
112-29, sec. 6(c)(3), 125 Stat. 284 and further anended by Public Law
112-29, sec. 6(a) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 314 Institution of inter partesreview.

(@ THRESHOLD.—The Director may not authorize an inter
partes review to be instituted unless the Director determines that the
information presented in the petition filed under section 311 and any
response filed under section 313 shows that there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of
the claims challenged in the petition.

(b) TIMING.—The Director shall determine whether to institute
an inter partes review under this chapter pursuant to a petition filed
under section 311 within 3 months after—

(1) receiving a preliminary response to the petition under
section 313; or

(2) if no such preliminary responseisfiled, the last date on
which such response may befiled.

(c) NOTICE.—The Director shall notify the petitioner and patent
owner, in writing, of the Director’s determination under subsection (a),
and shall make such notice available to the public as soon as is
practicable. Such notice shall include the date on which thereview shall
commence.

(d) NO APPEAL.—The determination by the Director whether
to ingtitute an inter partes review under this section shall be final and
nonappealable.
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(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsection (b)(1) anended Nov. 2,
2002, Public Law 107-273, sec. 13202, 116 Stat. 1901; amended Sept.
16, 2011, Public Law 112-29, sec. 6(a) (effective Sept. 16, 2012), 125
Stat. 284.)

35U.S.C. 315 Relation to other proceedingsor actions.
(@ INFRINGER'SCIVIL ACTION.—

(1) INTER PARTES REVIEW BARRED BY CIVIL
ACTION.—An inter partes review may not be instituted if, before the
date on which the petition for such a review is filed, the petitioner or
real party in interest filed a civil action challenging the validity of a
claim of the patent.

(2) STAY OF CIVIL ACTION.—If the petitioner or real
party in interest files a civil action challenging the validity of a claim
of the patent on or after the date on which the petitioner files a petition
for inter partes review of the patent, that civil action shal be
automatically stayed until either—

(A) the patent owner moves the court to lift the stay;

(B) the patent owner filesacivil action or counterclaim
aleging that the petitioner or real party in interest has infringed the
patent; or

(C) the petitioner or real party in interest moves the
court to dismiss the civil action.

(3) TREATMENT OF COUNTERCLAIM.—A counterclaim
challenging the validity of aclaim of apatent does not constitute acivil
action challenging the validity of a claim of a patent for purposes of
this subsection.

(b) PATENT OWNER’' SACTION.—An inter partes review may
not be instituted if the petition requesting the proceeding is filed more
than 1 year after the date on which the petitioner, real party in interest,
or privy of the petitioner is served with acomplaint alleging infringement
of the patent. The time limitation set forth in the preceding sentence
shall not apply to arequest for joinder under subsection (c).

(c) JOINDER.—If the Director institutes an inter partes review,
the Director, in his or her discretion, may join as a party to that inter
partes review any person who properly files a petition under section
311 that the Director, after receiving a preliminary response under
section 313 or the expiration of the time for filing such a response,
determineswarrantstheinstitution of aninter partesreview under section
314.

(d) MULTIPLE PROCEEDINGS.—Notwithstanding sections
135(a), 251, and 252, and chapter 30, during the pendency of an inter
partes review, if another proceeding or matter involving the patent is
before the Office, the Director may determine the manner in which the
inter partesreview or other proceeding or matter may proceed, including
providing for stay, transfer, consolidation, or termination of any such
matter or proceeding.

(e) ESTOPPEL.—

(1) PROCEEDINGS BEFORE THE OFFICE.—The
petitioner in an inter partes review of a claim in a patent under this
chapter that resultsin a final written decision under section 318(a), or
the real party in interest or privy of the petitioner, may not request or
maintain a proceeding before the Office with respect to that claim on
any ground that the petitioner raised or reasonably could have raised
during that inter partes review.

(2) CIVIL ACTIONSAND OTHER PROCEEDINGS.—The
petitioner in an inter partes review of a claim in a patent under this
chapter that resultsin a final written decision under section 318(a), or
thereal party ininterest or privy of the petitioner, may not assert either
in acivil action arising in whole or in part under section 1338 of title
28 or in aproceeding before the International Trade Commission under
section 337 of the Tariff Act of 1930 that the claim is invalid on any
ground that the petitioner raised or reasonably could have raised during
that inter partes review.
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(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsection (b) amended Nov. 2,
2002, Public Law 107-273, sec. 13106, 116 Stat. 1900; subsection (c)
amended Nov. 2, 2002, Public Law 107-273, sec. 13202, 116 Stat. 1901,
amended Sept. 16, 2011, Public Law 112-29, sec. 6(a) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 316 Conduct of inter partesreview.
(8) REGULATIONS—The Director shall prescribe regulations—

(1) providing that the file of any proceeding under this
chapter shall be made available to the public, except that any petition
or document filed with the intent that it be sealed shall, if accompanied
by a motion to seal, be treated as sealed pending the outcome of the
ruling on the motion;

(2) setting forth the standards for the showing of sufficient
grounds to institute a review under section 314(a);

(3) establishing procedures for the submission of
supplemental information after the petition isfiled;

(4) establishing and governing inter partesreview under this
chapter and the relationship of such review to other proceedings under
thistitle;

(5) setting forth standards and procedures for discovery of
relevant evidence, including that such discovery shall be limited to—

(A) the deposition of witnesses submitting affidavits
or declarations; and
(B) what isotherwise necessary intheinterest of justice;

(6) prescribing sanctions for abuse of discovery, abuse of
process, or any other improper use of the proceeding, such asto harass
or to cause unnecessary delay or an unnecessary increase in the cost of
the proceeding;

(7) providing for protective orders governing the exchange
and submission of confidential information;

(8) providing for thefiling by the patent owner of aresponse
to the petition under section 313 after an inter partes review has been
instituted, and requiring that the patent owner file with such response,
through affidavits or declarations, any additional factual evidence and
expert opinions on which the patent owner relies in support of the
response;

(9) setting forth standards and procedures for alowing the
patent owner to move to amend the patent under subsection (d) to cancel
achallenged claim or propose areasonable number of substitute claims,
and ensuring that any information submitted by the patent owner in
support of any amendment entered under subsection (d) ismade available
to the public as part of the prosecution history of the patent;

(10) providing either party with the right to an oral hearing
as part of the proceeding;

(11) requiring that the final determination in an inter partes
review beissued not later than 1 year after the date on which the Director
notices the institution of a review under this chapter, except that the
Director may, for good cause shown, extend the 1-year period by not
more than 6 months, and may adjust the time periods in this paragraph
in the case of joinder under section 315(c);

(12) setting atime period for requesting joinder under section
315(c); and

(13) providing the petitioner with at least 1 opportunity to
file written comments within atime period established by the Director.

(b) CONSIDERATIONS.—In prescribing regulations under this
section, the Director shall consider the effect of any such regulation on
the economy, the integrity of the patent system, the efficient
administration of the Office, and the ability of the Office to timely
complete proceedings instituted under this chapter.

(c) PATENT TRIAL AND APPEAL BOARD.—The Patent Trial
and Appeal Board shall, in accordance with section 6, conduct each
inter partes review instituted under this chapter.

(d) AMENDMENT OF THE PATENT.—
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(1) IN GENERAL.—During aninter partesreview instituted
under this chapter, the patent owner may file 1 motion to amend the
patent in 1 or more of the following ways:

(A) Cancel any challenged patent claim.
(B) For each challenged claim, propose a reasonable
number of substitute claims.

(2) ADDITIONAL MOTIONS—Additional motions to
amend may be permitted upon the joint request of the petitioner and the
patent owner to materially advance the settlement of a proceeding under
section 317, or as permitted by regulations prescribed by the Director.

(3) SCOPE OF CLAIMS.—An amendment under this
subsection may not enlarge the scope of the claims of the patent or
introduce new meatter.

(e) EVIDENTIARY STANDARDS.—In an inter partes review
instituted under this chapter, the petitioner shall have the burden of
proving a proposition of unpatentability by a preponderance of the
evidence.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); amended Sept. 16, 2011, Public Law
112-29, sec. 6(a) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.SC. 317 Settlement.

(8 IN GENERAL.—An inter partes review instituted under this
chapter shall be terminated with respect to any petitioner upon the joint
request of the petitioner and the patent owner, unless the Office has
decided the merits of the proceeding before the request for termination
isfiled. If theinter partesreview isterminated with respect to a petitioner
under this section, no estoppel under section 315(e) shall attach to the
petitioner, or to the real party in interest or privy of the petitioner, on
the basis of that petitioner’s institution of that inter partesreview. If no
petitioner remains in the inter partes review, the Office may terminate
the review or proceed to afinal written decision under section 318(a).

(b)) AGREEMENTS IN WRITING.—Any agreement or
understanding between the patent owner and a petitioner, including any
collateral agreements referred to in such agreement or understanding,
made in connection with, or in contemplation of, the termination of an
inter partes review under this section shall bein writing and atrue copy
of such agreement or understanding shall be filed in the Office before
the termination of the inter partes review as between the parties. At the
request of a party to the proceeding, the agreement or understanding
shall be treated as business confidential information, shall be kept
separate from thefile of theinvolved patents, and shall be made available
only to Federal Government agencies on written request, or to any person
on a showing of good cause.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsections (a) and (b) amended
Nov. 2, 2002, Public Law 107-273, sec. 13202, 116 Stat. 1901; amended
Sept. 16, 2011, Public Law 112-29, sec. 6(a) (effective Sept. 16, 2012),
125 Stat. 284.)

35U.S.C. 318 Decision of the Board.

(& FINAL WRITTEN DECISION.—If aninter partesreview is
instituted and not dismissed under this chapter, the Patent Trial and
Appeal Board shall issue a final written decision with respect to the
patentability of any patent claim challenged by the petitioner and any
new claim added under section 316(d).

(b) CERTIFICATE.—If the Patent Trial and Appeal Board issues
afinal written decision under subsection (a) and the time for appeal has
expired or any appeal hasterminated, the Director shall issueand publish
a certificate canceling any claim of the patent finally determined to be
unpatentable, confirming any claim of the patent determined to be
patentable, and incorporating in the patent by operation of the certificate
any new or amended claim determined to be patentable.

(c) INTERVENING RIGHTS.—Any proposed amended or new
clam determined to be patentable and incorporated into a patent
following an inter partes review under this chapter shall have the same
effect as that specified in section 252 for reissued patents on the right
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of any person who made, purchased, or used within the United States,
or imported into the United States, anything patented by such proposed
amended or new claim, or who made substantial preparation therefor,
before the issuance of a certificate under subsection (b).

(d) DATA ON LENGTH OF REVIEW.—The Office shall make
available to the public data describing the length of time between the
ingtitution of, and the issuance of a final written decision under
subsection (@) for, each inter partes review.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); amended Sept. 16, 2011, Public Law
112-29, sec. 6(a) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 319 Appeal.

A party dissatisfied with the final written decision of the Patent Tria
and Appeal Board under section 318(a) may appeal the decision pursuant
to sections 141 through 144. Any party to the inter partes review shall
have the right to be a party to the appeal.

(Added Sept. 16, 2011, Public Law 112-29, sec. 6(a) (effective Sept.
16, 2012), 125 Stat. 284.)

CHAPTER 31 (pre-AlA) — OPTIONAL INTER
PARTES REEXAMINATION PROCEDURES

Sec.

311 (pre-AlA) Request for inter partes
reexamination.

312 (transitional) Determination of issue by
Director.

313 (transitional) Inter partes reexamination order
by Director.

314 (pre-AlA) Conduct of inter partes
reexamination proceedings.

315 (pre-AlA) Appeal.

316 (pre-AlA) Certificate of patentability,
unpatentability, and claim cancellation.

317 (pre-AlA) Inter partes reexamination
prohibited.

318 (pre-AlA) Stay of litigation.

35U.S.C. 311 (pre-AlA) Request for inter partes
reexamination.

[Editor Note: Applicable only to a request for inter partes
reexamination filed prior to September 16, 2012.]

(&) IN GENERAL.— Any third-party requester at any time may
filearequest for inter partes reexamination by the Office of a patent on
the basis of any prior art cited under the provisions of section 301.

(b) REQUIREMENTS.— The request shall—

(1) bein writing, include the identity of the rea party in
interest, and be accompanied by payment of aninter partesreexamination
fee established by the Director under section 41; and

(2) set forth the pertinency and manner of applying cited
prior art to every claim for which reexamination is requested.

(c) COPY.— The Director promptly shall send a copy of the
request to the owner of record of the patent.
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(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsections (a) and (c) amended
Nov. 2, 2002, Public Law 107-273, sec. 13202, 116 Stat. 1901.)

35U.S.C. 312 (transitional) Determination of issue by
Director.

[Editor Note: Applicable to requests for inter partes reexamination
filed on or after Sept. 16, 2011, but before Sept. 16, 2012.]

(8) REEXAMINATION.— Not later than 3 months after thefiling
of a request for inter partes reexamination under section 311, the
Director shall determinewhether the information presented in the request
shows that there is a reasonable likelihood that the requester would
prevail with respect to at least 1 of the claims challenged in the request,
with or without consideration of other patents or printed publications.
A showing that thereis areasonable likelihood that the requester would
prevail with respect to at least 1 of the claims challenged in the request
is not precluded by the fact that a patent or printed publication was
previously cited by or to the Office or considered by the Office.

(b) RECORD.— A record of the Director’s determination under
subsection (a) shall be placed inthe officia file of the patent, and acopy
shall be promptly given or mailed to the owner of record of the patent
and to the third-party requester.

(c) FINAL DECISION.— A determination by the Director under
subsection (&) shall be final and non-appealable. Upon a determination
that the showing required by subsection (a) has not been made, the
Director may refund a portion of the inter partes reexamination fee
required under section 311.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsections (a) and (b) amended
Nov. 2, 2002, Public Law 107-273, secs. 13105 and 13202, 116
Stat.1900-1901; amended Sept. 16, 2011, Public Law 112-29, sec.
6(c)(3), 125 Stat. 284.)

35U.S.C. 313 (transitional) Inter partesreexamination
order by Director.

[Editor Note: Applicable to requests for inter partes reexamination
filed on or after Sept. 16, 2011, but before Sept. 16, 2012.]

If, in adetermination made under section 312(a), the Director findsthat
it has been shown that thereis areasonabl e likelihood that the requester
would prevail with respect to at least 1 of the claims challenged in the
request, the determination shal include an order for inter partes
reexamination of the patent for resolution of the question. The order
may be accompanied by theinitial action of the Patent and Trademark
Office on the merits of the inter partes reexamination conducted in
accordance with section 314.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); amended Sept. 16, 2011, Public Law
112-29, sec. 6(c)(3), 125 Stat. 284.)

35U.S.C. 314 (pre-AlA) Conduct of inter partes
reexamination proceedings.

[Editor Note: Applicable only to a request for inter partes
reexamination filed prior to September 16, 2012.]

(a) IN GENERAL.— Except as otherwise provided in this section,
reexamination shall be conducted according to the procedures established
for initial examination under the provisions of sections 132 and 133.
In any inter partes reexamination proceeding under this chapter, the
patent owner shall be permitted to propose any amendment to the patent
and a new claim or claims, except that no proposed amended or new
claim enlarging the scope of the claims of the patent shall be permitted.

(b) RESPONSE.—
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(1) With the exception of the inter partes reexamination
request, any document filed by either the patent owner or the third-party
requester shall be served on the other party. In addition, the Office shall
send to the third-party requester a copy of any communication sent by
the Office to the patent owner concerning the patent subject to the inter
partes reexamination proceeding.

(2) Each time that the patent owner files a response to an
action on the merits from the Patent and Trademark Office, the
third-party requester shall have one opportunity to filewritten comments
addressing issuesraised by the action of the Office or the patent owner’s
response thereto, if those written comments are received by the Office
within 30 days after the date of service of the patent owner’s response.

(c) SPECIAL DISPATCH.— Unless otherwise provided by the
Director for good cause, all inter partes reexamination proceedings
under this section, including any appeal to the Board of Patent Appeals
and Interferences, shall be conducted with special dispatch within the
Office.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsection (b)(1) amended Nov. 2,
2002, Public Law 107-273, sec. 13202, 116 Stat. 1901.)

35U.S.C. 315 (pre-AlA) Appeal.

[Editor Note: Applicable only to a request for inter partes
reexamination filed prior to September 16, 2012.]

(@) PATENT OWNER.— The patent owner involved in an inter
partes reexamination proceeding under this chapter—

(1) may appeal under the provisions of section 134 and may
appeal under the provisions of sections 141 through 144, with respect
to any decision adverse to the patentability of any original or proposed
amended or new claim of the patent; and

(2) may be a party to any appeal taken by a third-party
requester under subsection (b).

(b) THIRD-PARTY REQUESTER.— A third-party requester—

(1) may appeal under the provisions of section 134, and may
appeal under the provisions of sections 141 through 144, with respect
to any final decision favorable to the patentability of any original or
proposed amended or new claim of the patent; and

(2) may, subject to subsection (c), be a party to any appeal
taken by the patent owner under the provisions of section 134 or sections
141 through 144.

(c) CIVIL ACTION.—A third-party requester whose request for
an inter partes reexamination results in an order under section 313 is
estopped from asserting at a later time, in any civil action arising in
whole or in part under section 1338 of title 28, the invalidity of any
claimfinally determined to be valid and patentable on any ground which
the third-party requester raised or could have raised during the inter
partes reexamination proceedings. This subsection does not prevent the
assertion of invalidity based on newly discovered prior art unavailable
to the third-party requester and the Patent and Trademark Office at the
time of the inter partes reexamination proceedings.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsection (b) amended Nov. 2,
2002, Public Law 107-273, sec. 13106, 116 Stat. 1900; subsection (c)
amended Nov. 2, 2002, Public Law 107-273, sec. 13202, 116 Stat. 1901.)

35 U.S.C. 316 (pre-AlA) Certificate of patentability,
unpatentability and claim cancellation.

[Editor Note: Applicable only to a request for inter partes
reexamination filed prior to September 16, 2012.]

(a) IN GENERAL.— Inaninter partesreexamination proceeding
under this chapter, when the time for appeal has expired or any appeal
proceeding has terminated, the Director shall issue and publish a
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(pre-AlA)

certificate canceling any claim of the patent finally determined to be
unpatentable, confirming any claim of the patent determined to be
patentable, and incorporating in the patent any proposed amended or
new claim determined to be patentable.

(b) AMENDED OR NEW CLAIM.— Any proposed amended
or new claim determined to be patentable and incorporated into a patent
following an inter partes reexamination proceeding shall have the same
effect as that specified in section 252 of this title for reissued patents
on the right of any person who made, purchased, or used within the
United States, or imported into the United States, anything patented by
such proposed amended or new claim, or who made substantial
preparation therefor, prior to issuance of acertificate under the provisions
of subsection (@) of this section.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)).)

35U.S.C. 317 (pre-AlA) Inter partesreexamination
prohibited.

[Editor Note: Applicable only to a request for inter partes
reexamination filed prior to September 16, 2012.]

(@ ORDER FOR REEXAMINATION.— Notwithstanding any
provision of this chapter, once an order for inter partes reexamination
of a patent has been issued under section 313, neither the third-party
requester nor its privies may file a subsequent request for inter partes
reexamination of the patent until an inter partes reexamination certificate
is issued and published under section 316, unless authorized by the
Director.

(b) FINAL DECISION.— Once afinal decision has been entered
against aparty inacivil action arising in whole or in part under section
1338 of title 28, that the party has not sustained its burden of proving
theinvalidity of any patent claimin suit or if afinal decisionin aninter
partes reexamination proceeding instituted by athird-party requester is
favorable to the patentability of any original or proposed amended or
new claim of the patent, then neither that party nor its privies may
thereafter request an inter partes reexamination of any such patent claim
on the basis of issueswhich that party or its priviesraised or could have
raised in such civil action or inter partes reexamination proceeding, and
an inter partes reexamination requested by that party or its privies on
the basis of such issues may not thereafter be maintained by the Office,
notwithstanding any other provision of this chapter. This subsection
does not prevent the assertion of invalidity based on newly discovered
prior art unavailable to the third-party requester and the Patent and
Trademark Office at the time of the inter partes reexamination
proceedings.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)); subsections (a) and (b) amended
Nov. 2, 2002, Public Law 107-273, sec. 13202, 116 Stat. 1901.)

35U.S.C. 318 (pre-AlA) Stay of litigation.

[Editor Note: Applicable only to a request for inter partes
reexamination filed prior to September 16, 2012.]

Oncean order for inter partes reexamination of a patent has been issued
under section 313, the patent owner may obtain a stay of any pending
litigation which involves an issue of patentability of any claims of the
patent which are the subject of the inter partes reexamination order,
unless the court before which such litigation is pending determines that
astay would not serve the interests of justice.

(Added Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-570 (S. 1948 sec. 4604(a)).)

CHAPTER 32 — POST-GRANT REVIEW
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324 Ingtitution of post-grant review.
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326 Conduct of post-grant review.
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329 Appeal.

35U.S.C. 321 (note) Post-grant review applicability.
(1) APPLICABILITY.—

(A) The post-grant review provisions of the Leahy-Smith
America Invents Act (AIA) apply only to patents suject to the first
inventor tofile provisions of theAlA (see 35 U.S.C. 100 (note)), except
asprovided in Al A § 18 and paragraph 2 below.

(B) LIMITATION.—The Director may impose a limit on
the number of post-grant reviews that may be instituted under chapter
32 of title 35, United States Code, during each of the first 4 1-year
periods in which the these provisions are in effect.

(2) PENDING INTERFERENCES.—

(A) PROCEDURES IN GENERAL.—The Director shall
determine, and include in the regulations issued under paragraph (1),
the procedures under which an interference commenced before the
effective date set forth in paragraph (2)(A) is to proceed, including
whether such interference—

(i) isto be dismissed without prejudice to the filing of
a petition for a post-grant review under chapter 32 of title 35, United
States Code; or
(ii) isto proceed asif the AIA had not been enacted.
(B) PROCEEDINGSBY PATENT TRIAL AND APPEAL
BOARD.—For purposes of an interference that is commenced before
the effective date set forth in paragraph (2)(A), the Director may deem
the Patent Trial and Appeal Board to be the Board of Patent Appeals
and Interferences, and may allow the Patent Trial and Appeal Board to
conduct any further proceedingsin that interference.
(C) APPEALS.—Theauthorization to appeal or have remedy
from derivation proceedings in sections 141(d) and 146 of title 35,
United States Code, as amended by this Act, and the jurisdiction to
entertain appeal s from derivation proceedings in section 1295(a)(4)(A)
of title 28, United States Code, asamended by thisAct, shall be deemed
to extend to any final decision in an interference that is commenced
before the effective date set forth in paragraph (2)(A) of this subsection
and that is not dismissed pursuant to this paragraph.

(Sept. 16, 2011, Public Law 112-29, sec. 6(f), 125 Stat. 284.)

35U.S.C. 321 Post-grant review.

(@) IN GENERAL.—Subject to the provisions of this chapter, a
person who is not the owner of a patent may file with the Office a
petition to institute a post-grant review of the patent. The Director shall
establish, by regulation, fees to be paid by the person requesting the
review, in such amounts as the Director determines to be reasonable,
considering the aggregate costs of the post-grant review.

(b) SCOPE.—A petitioner in a post-grant review may reguest to
cancel as unpatentable 1 or more claims of a patent on any ground that
could beraised under paragraph (2) or (3) of section 282(b) (relating to
invalidity of the patent or any claim).
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(c) FILING DEADLINE.—A petition for a post-grant review
may only be filed not |later than the date that is 9 months after the date
of the grant of the patent or of the issuance of a reissue patent (as the
case may be).

(Added Sept. 16, 2011, Public Law 112-29, sec. 6(d) (effective Sept.
16, 2012), 125 Stat. 284.)

(Public Law 112-29, sec. 18, 125 Stat. 284 (Sept. 16, 2011) provided a
transitional program for covered business method patents (see AIA §
18))

35U.S.C. 322 Petitions.

(3 REQUIREMENTS OF PETITION.—A petition filed under
section 321 may be considered only if—

(1) the petition is accompanied by payment of the fee
established by the Director under section 321,

(2) the petition identifies all real partiesin interest;

(3) the petition identifies, in writing and with particularity,
each claim challenged, the grounds on which the challengeto each claim
is based, and the evidence that supports the grounds for the challenge
to each claim, including—

(A) copies of patents and printed publications that the
petitioner relies upon in support of the petition; and
(B) affidavits or declarations of supporting evidence
and opinions, if the petitioner relies on other factual evidence or on
expert opinions;
(4) the petition provides such other information as the
Director may require by regulation; and
(5) the petitioner provides copies of any of the documents
required under paragraphs (2), (3), and (4) to the patent owner or, if
applicable, the designated representative of the patent owner.
(b) PUBLIC AVAILABILITY.—As soon as practicable after the
receipt of a petition under section 321, the Director shall make the
petition available to the public.

(Added Sept. 16, 2011, Public Law 112-29, sec. 6(d) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 323 Preliminary responseto petition.

If a post-grant review petition is filed under section 321, the patent
owner shall have theright to file a preliminary response to the petition,
within atime period set by the Director, that sets forth reasons why no
post-grant review should be instituted based upon the failure of the
petition to meet any requirement of this chapter.

(Added Sept. 16, 2011, Public Law 112-29, sec. 6(d) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 324 Insgtitution of post-grant review.

(8) THRESHOL D.—The Director may not authorize a post-grant
review to be instituted unless the Director determines that the
information presented in the petition filed under section 321, if such
information is not rebutted, would demonstrate that it is more likely
than not that at least 1 of the claims challenged in the petition is
unpatentable.

(b) ADDITIONAL GROUNDS.—The determination required
under subsection (a) may also be satisfied by ashowing that the petition
raisesanovel or unsettled legal question that isimportant to other patents
or patent applications.

(¢) TIMING.—The Director shall determine whether to institute
a post-grant review under this chapter pursuant to a petition filed under
section 321 within 3 months after—

(1) receiving a preliminary response to the petition under
section 323; or
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(2) if no such preliminary responseisfiled, the last date on
which such response may be filed.

(d) NOTICE.—TheDirector shall notify the petitioner and patent
owner, in writing, of the Director’s determination under subsection (a)
or (b), and shall make such notice available to the public as soon asis
practicable. Such notice shall include the date on which thereview shall
commence.

(e) NO APPEAL.—The determination by the Director whether
to ingtitute a post-grant review under this section shall be final and
nonappealable.

(Added Sept. 16, 2011, Public Law 112-29, sec. 6(d) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 325 Relation to other proceedingsor actions.
(@ INFRINGER' SCIVIL ACTION.—

(1) POST-GRANT REVIEW BARRED BY CIVIL
ACTION.—A post-grant review may not beinstituted under this chapter
if, before the date on which the petition for such areview isfiled, the
petitioner or real party in interest filed a civil action challenging the
validity of aclaim of the patent.

(2) STAY OF CIVIL ACTION.—If the petitioner or real
party in interest files a civil action challenging the validity of aclaim
of the patent on or after the date on which the petitioner files a petition
for post-grant review of the patent, that civil action shall be automatically
stayed until either—

(A) the patent owner moves the court to lift the stay;

(B) the patent owner filesacivil action or counterclaim
dleging that the petitioner or real party in interest has infringed the
patent; or

(C) the petitioner or real party in interest moves the
court to dismiss the civil action.

(3) TREATMENT OF COUNTERCLAIM.—A counterclaim
challenging the validity of aclaim of apatent does not constitute acivil
action challenging the validity of a claim of a patent for purposes of
this subsection.

(b) PRELIMINARY INJUNCTIONS.—If acivil action aleging
infringement of apatent isfiled within 3 months after the date on which
the patent is granted, the court may not stay its consideration of the
patent owner’smotion for apreliminary injunction against infringement
of the patent on the basis that a petition for post-grant review has been
filed under this chapter or that such a post-grant review has been
instituted under this chapter.

(c) JOINDER.—If more than 1 petition for a post-grant review
under this chapter is properly filed against the same patent and the
Director determines that more than 1 of these petitions warrants the
institution of a post-grant review under section 324, the Director may
consolidate such reviews into a single post-grant review.

(d) MULTIPLE PROCEEDINGS.—Notwithstanding sections
135(a), 251, and 252, and chapter 30, during the pendency of any post-
grant review under thischapter, if another proceeding or matter involving
the patent is before the Office, the Director may determine the manner
in which the post-grant review or other proceeding or matter may
proceed, including providing for the stay, transfer, consolidation, or
termination of any such matter or proceeding. In determining whether
to ingtitute or order a proceeding under this chapter, chapter 30, or
chapter 31, the Director may take into account whether, and reject the
petition or request because, the same or substantially the same prior art
or arguments previously were presented to the Office.

(e) ESTOPPEL.—

(1) PROCEEDINGS BEFORE THE OFFICE—The
petitioner in apost-grant review of aclaimin apatent under this chapter
that resultsin afina written decision under section 328(a), or the real
party ininterest or privy of the petitioner, may not request or maintain
aproceeding before the Office with respect to that claim on any ground
that the petitioner raised or reasonably could have raised during that
post-grant review.
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(2) CIVIL ACTIONSAND OTHER PROCEEDINGS—The
petitioner in apost-grant review of aclaimin apatent under this chapter
that results in afinal written decision under section 328(a), or the real
party ininterest or privy of the petitioner, may not assert either in acivil
action arising in whole or in part under section 1338 of title 28 or in a
proceeding before the International Trade Commission under section
337 of the Tariff Act of 1930 that the claim is invalid on any ground
that the petitioner raised or reasonably could have raised during that
post-grant review.

(f) REISSUE PATENTS—A post-grant review may not be
instituted under this chapter if the petition requests cancellation of a
claimin areissue patent that isidentical to or narrower than aclaimin
the original patent from which the reissue patent was issued, and the
time limitations in section 321(c) would bar filing a petition for a
post-grant review for such original patent.

(Added Sept. 16, 2011, Public Law 112-29, sec. 6(d) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 326 Conduct of post-grant review.
(8) REGULATIONS.—The Director shall prescribe regul ations—

(1) providing that the file of any proceeding under this
chapter shall be made available to the public, except that any petition
or document filed with the intent that it be sealed shall, if accompanied
by a motion to seal, be treated as sealed pending the outcome of the
ruling on the motion;

(2) setting forth the standards for the showing of sufficient
grounds to ingtitute a review under subsections (a) and (b) of section
324;

(3) establishing procedures for the submission of
supplemental information after the petition isfiled;

(4) establishing and governing a post-grant review under
this chapter and the relationship of such review to other proceedings
under thistitle;

(5) setting forth standards and procedures for discovery of
relevant evidence, including that such discovery shal be limited to
evidence directly related to factual assertions advanced by either party
in the proceeding;

(6) prescribing sanctions for abuse of discovery, abuse of
process, or any other improper use of the proceeding, such asto harass
or to cause unnecessary delay or an unnecessary increase in the cost of
the proceeding;

(7) providing for protective orders governing the exchange
and submission of confidential information;

(8) providing for thefiling by the patent owner of aresponse
to the petition under section 323 after a post-grant review has been
instituted, and requiring that the patent owner file with such response,
through affidavits or declarations, any additional factual evidence and
expert opinions on which the patent owner relies in support of the
response;

(9) setting forth standards and procedures for allowing the
patent owner to move to amend the patent under subsection (d) to cancel
achallenged claim or propose areasonable number of substitute claims,
and ensuring that any information submitted by the patent owner in
support of any amendment entered under subsection (d) ismade available
to the public as part of the prosecution history of the patent;

(10) providing either party with the right to an oral hearing
as part of the proceeding;

(11) requiring that the final determination in any post-grant
review beissued not later than 1 year after the date on which the Director
notices the ingtitution of a proceeding under this chapter, except that
the Director may, for good cause shown, extend the 1-year period by
not more than 6 months, and may adjust the time periods in this
paragraph in the case of joinder under section 325(c); and

(12) providing the petitioner with at least 1 opportunity to
file written comments within atime period established by the Director.

(b) CONSIDERATIONS.—In prescribing regulations under this
section, the Director shall consider the effect of any such regulation on
the economy, the integrity of the patent system, the efficient
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administration of the Office, and the ability of the Office to timely
complete proceedings instituted under this chapter.

(c) PATENT TRIAL AND APPEAL BOARD.—The Patent Trial
and Appeal Board shall, in accordance with section 6, conduct each
post-grant review instituted under this chapter.

(d) AMENDMENT OF THE PATENT.—

(1) IN GENERAL.—During a post-grant review instituted
under this chapter, the patent owner may file 1 motion to amend the
patent in 1 or more of the following ways:

(A) Cancel any challenged patent claim.
(B) For each challenged claim, propose a reasonable
number of substitute claims.

(2) ADDITIONAL MOTIONS—Additional motions to
amend may be permitted upon the joint request of the petitioner and the
patent owner to materially advance the settlement of aproceeding under
section 327, or upon the request of the patent owner for good cause
shown.

(3) SCOPE OF CLAIMS—An amendment under this
subsection may not enlarge the scope of the claims of the patent or
introduce new matter.

(e) EVIDENTIARY STANDARDS.—In a post-grant review
instituted under this chapter, the petitioner shall have the burden of
proving a proposition of unpatentability by a preponderance of the
evidence.

(Added Sept. 16, 2011, Public Law 112-29, sec. 6(d) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 327 Settlement.

(@ IN GENERAL.—A post-grant review instituted under this
chapter shall be terminated with respect to any petitioner upon the joint
request of the petitioner and the patent owner, unless the Office has
decided the merits of the proceeding before the request for termination
isfiled. If the post-grant review istermi nated with respect to a petitioner
under this section, no estoppel under section 325(e) shall attach to the
petitioner, or to the real party in interest or privy of the petitioner, on
the basis of that petitioner’s institution of that post-grant review. If no
petitioner remains in the post-grant review, the Office may terminate
the post-grant review or proceed to afinal written decision under section
328(a).

(b) AGREEMENTS IN WRITING.—Any agreement or
understanding between the patent owner and a petitioner, including any
collateral agreements referred to in such agreement or understanding,
made in connection with, or in contemplation of, the termination of a
post-grant review under this section shall bein writing, and a true copy
of such agreement or understanding shall be filed in the Office before
the termination of the post-grant review as between the parties. At the
request of a party to the proceeding, the agreement or understanding
shall be treated as business confidential information, shall be kept
separate from thefile of theinvolved patents, and shall be made available
only to Federal Government agencies on written request, or to any person
on ashowing of good cause.

(Added Sept. 16, 2011, Public Law 112-29, sec. 6(d) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 328 Decision of the Board.

(@) FINAL WRITTEN DECISION.—If a post-grant review is
instituted and not dismissed under this chapter, the Patent Trial and
Appeal Board shall issue a final written decision with respect to the
patentability of any patent claim challenged by the petitioner and any
new claim added under section 326(d).

(b) CERTIFICATE.—If the Patent Trial and Appeal Board issues
afinal written decision under subsection (a) and thetime for appeal has
expired or any appeal hasterminated, the Director shall issueand publish
a certificate canceling any claim of the patent finally determined to be
unpatentable, confirming any claim of the patent determined to be
patentable, and incorporating in the patent by operation of the certificate
any new or amended claim determined to be patentable.
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(c) INTERVENING RIGHTS.—Any proposed amended or new
claim determined to be patentable and incorporated into a patent
following a post-grant review under this chapter shall have the same
effect as that specified in section 252 for reissued patents on the right
of any person who made, purchased, or used within the United States,
or imported into the United States, anything patented by such proposed
amended or new claim, or who made substantial preparation therefor,
before the issuance of a certificate under subsection (b).

(d) DATA ON LENGTH OF REVIEW.—The Office shall make
available to the public data describing the length of time between the
institution of, and the issuance of a final written decision under
subsection () for, each post-grant review.

(Added Sept. 16, 2011, Public Law 112-29, secs. 6(d) and 20(j) (effective
Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 329 Appeal.

A party dissatisfied with the final written decision of the Patent Trial
and Appeal Board under section 328(a) may appeal the decision pursuant
to sections 141 through 144. Any party to the post-grant review shall
have the right to be a party to the appeal.

(Added Sept. 16, 2011, Public Law 112-29, sec. 6(d) (effective Sept.
16, 2012), 125 Stat. 284.)

PART IV — PATENT COOPERATION
TREATY

CHAPTER 35— DEFINITIONS

Sec.
351 Definitions.
35U.S.C. 351 Definitions.

When used in this part unless the context otherwise indicates—

(8 Theterm “treaty” means the Patent Cooperation Treaty done
at Washington, on June 19, 1970.

(b) The term “Regulations,” when capitalized, means the
Regulations under the treaty, done at Washington on the same date as
the treaty. The term “regulations,” when not capitalized, means the
regulations established by the Director under thistitle.

(c) The term “international application” means an application
filed under the treaty.

(d) Theterm “international application originating in the United
States” means an international application filed in the Patent and
Trademark Office when it is acting as a Receiving Office under the
treaty, irrespective of whether or not the United States has been
designated in that international application.

(e) The term “international application designating the United
States” means an international application specifying the United States
as a country in which a patent is sought, regardless where such
international application isfiled.

(f) The term “Receiving Office” means a national patent office
or intergovernmental organization which recelves and processes
international applicationsas prescribed by thetreaty and the Regulations.

(9) The terms “International Searching Authority” and
“International Preliminary Examining Authority” mean anational patent
office or intergovernmental organization as appointed under the treaty
which processes international applications as prescribed by the treaty
and the Regulations.

(h) The term “International Bureau” means the inter national
intergovernmental organization which isrecognized asthe coordinating
body under the treaty and the Regulations.

(i) Termsand expressions not defined in this part are to be taken
in the senseindicated by the treaty and the Regulations.
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(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 685; amended
Nov. 8, 1984, Public Law 98-622, sec. 403(a), 98 Stat. 3392; Nov. 6,
1986, Public Law 99-616, sec. 2 (8)-(c), 100 Stat. 3485; Nov. 29, 1999,
Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948
sec. 4732(a)(10)(A)).)

CHAPTER 36 — INTERNATIONAL STAGE

Sec.
361 Receiving Office.

362 International Searching Authority and
International Preliminary Examining Authority.

363 Internationa application designating the United
States: Effect.

363 (pre-AlA) International application designating
the United States: Effect.

364 International stage: Procedure.

365 Right of priority; benefit of the filing date of
aprior application.

366 Withdrawn international application.
367 Actions of other authorities; Review.

368 Secrecy of certain inventions; filing
international applicationsin foreign countries.

35U.S.C. 361 Receiving Office.

(&8 The Patent and Trademark Office shall act as a Receiving
Office for international applications filed by nationals or residents of
the United States. In accordance with any agreement made between the
United States and another country, the Patent and Trademark Office
may also act as a Receiving Office for international applications filed
by residents or nationals of such country who are entitled to file
international applications.

(b) The Patent and Trademark Office shall perform al acts
connected with the discharge of duties required of a Receiving Office,
including the collection of international feesand their transmittal to the
International Bureau.

(c) International applications filed in the Patent and Trademark
Office shall bein the English language.

(d) The international fee, and the transmittal and search fees
prescribed under section 376(a) of this part, shall either be paid onfiling
of aninternational application or within such later time as may be fixed
by the Director.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686; amended
Nov. 8, 1984, Public Law 98-622, sec. 401(a), 403(a), 98 Stat.
3391-3392; Nov. 6, 1986, Public Law 99-616, sec. 2(d), 100 Stat. 3485;
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 362 International Searching Authority and
International Preliminary Examining Authority.

(8) The Patent and Trademark Office may act as an International
Searching Authority and International Preliminary Examining Authority
with respect to international applications in accordance with the terms
and conditions of an agreement which may be concluded with the
International Bureau, and may discharge all duties required of such
Authorities, including the collection of handling feesand their transmittal
to the International Bureau.
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(b) The handling fee, preliminary examination fee, and any
additional fees due for international preliminary examination shall be
paid within such time as may be fixed by the Director.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686; amended
Nov. 8, 1984, Public Law 98-622, sec. 403 (a), 98 Stat. 3392; Nov. 6,
1986, Public Law 99-616, sec. 4, 100 Stat. 3485; Nov. 29, 1999, Public
Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S. 1948 sec.
4732(8)(10)(A)).)

35U.S.C. 363 International application designating the
United States: Effect.

[Editor Note: Applicable to any patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35
U.S.C. 363 (pre-AlA) for the law otherwise applicable.]

An international application designating the United States shall have
theeffect, from itsinternational filing date under article 11 of thetreaty,
of a national application for patent regularly filed in the Patent and
Trademark Office.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686; amended
Nov. 8, 1984, Public Law 98-622, sec. 403(a), 98 Stat. 3392; amended
Sept. 16, 2011, Public Law 112-29, secs. 20(j) (effective Sept. 16, 2012)
and 3(g) (effective March 16, 2013), 125 Stat. 284.)

35U.S.C. 363 (pre-AlA) International application
designating the United States: Effect.

[Editor Note: Not applicable to any patent application subject to the
first inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)).
See 35 U.S.C. 363 for the law otherwise applicable]

An international application designating the United States shall have
theeffect, from itsinternational filing date under article 11 of thetresaty,
of a national application for patent regularly filed in the Patent and
Trademark Office except as otherwise provided in section 102(e).

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686; amended
Nov. 8, 1984, Public Law 98-622, sec. 403(a), 98 Stat. 3392; amended
Sept. 16, 2011, Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012),
125 Stat. 284.)

35U.S.C. 364 International stage: Procedure.

(8 International applicationsshall be processed by the Patent and
Trademark Office when acting as a Receiving Office, International
Searching Authority, or International Preliminary Examining Authority,
in accordance with the applicable provisions of the treaty, the
Regulations, and thistitle.

(b) An applicant’s failure to act within prescribed time limitsin
connection with requirements pertaining to a pending international
application may be excused upon a showing satisfactory to the Director
of unavoidable delay, to the extent not precluded by the treaty and the
Regulations, and provided the conditionsimposed by the treaty and the
Regulations regarding the excuse of such failure to act are complied
with.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686; amended
Nov. 8, 1984, Public Law 98-622, sec. 403(a), 98 Stat. 3392; subsection
(a) amended Nov. 6, 1986, Public Law 99-616, sec. 5, 100 Stat. 3485;
amended Nov. 29, 1999, Public Law 106-113, sec. 1000(8)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(a)(10)(A)).)

35U.S.C. 365 Right of priority; benefit of thefiling date of
aprior application.

(@ In accordance with the conditions and requirements of
subsections (&) through (d) of section 119, a national application shall
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be entitled to the right of priority based on a prior filed international
application which designated at |east one country other than the United
States.

(b) Inaccordancewith the conditions and requirements of section
119(a) and the treaty and the Regulations, an international application
designating the United States shall be entitled to the right of priority
based on aprior foreign application, or aprior international application
designating at least one country other than the United States.

(c) Inaccordance with the conditions and requirements of section
120, an international application designating the United States shall be
entitled to the benefit of the filing date of a prior national application
or aprior international application designating the United States, and a
national application shall be entitled to the benefit of the filing date of
a prior international application designating the United States. If any
clam for the benefit of an earlier filing date is based on a prior
international application which designated but did not originate in the
United States, the Director may require the filing in the Patent and
Trademark Office of a certified copy of such application together with
atranglation thereof into the English language, if it wasfiled in another
language.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686; amended
Nov. 8, 1984, Public Law 98-622, sec. 403(a), 98 Stat. 3392; Dec. 8,
1994, Public Law 103-465, sec. 532(c)(4), 108 Stat. 4987; Nov. 29,
1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S.
1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011, Public Law 112-29,
sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 366 Withdrawn international application.

Subject to section 367 of this part, if an international application
designating the United States is withdrawn or considered withdrawn,
either generally or as to the United States, under the conditions of the
treaty and the Regulations, before the applicant has complied with the
applicable requirements prescribed by section 371(c) of this part, the
designation of the United States shall have no effect after the date of
withdrawal and shall be considered as not having been made, unless a
claim for benefit of aprior filing date under section 365(c) of thissection
was made in a national application, or an international application
designating the United States, filed before the date of such withdrawal .
However, such withdrawn international application may serve as the
basis for a claim of priority under section 365 (a) and (b) of this part,
if it designated a country other than the United States.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 687; amended
Nov. 8, 1984, Public Law 98-622, sec. 401(b), 98 Stat. 3391.)

35U.S.C. 367 Actionsof other authorities: Review.

(a) Where aReceiving Office other than the Patent and Trademark
Office has refused to accord an international filing date to an
international application designating the United States or where it has
held such application to be withdrawn either generally or asto the United
States, the applicant may request review of the matter by the Director,
on compliance with the requirements of and within the time limits
specified by the treaty and the Regulations. Such review may result in
a determination that such application be considered as pending in the
national stage.

(b) The review under subsection (a) of this section, subject to the
same requirements and conditions, may aso be requested in those
instances where an international application designating the United
States is considered withdrawn due to a finding by the International
Bureau under article 12 (3) of the treaty.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 687; amended
Nov. 8, 1984, Public Law 98-622, sec. 403(a), 98 Stat 3392; Nov. 29,
1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501A-582 (S.
1948 sec. 4732(a)(10)(A)).)
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35U.S.C. 368 Secrecy of certain inventions; filing
international applicationsin foreign countries.

(&) International applications filed in the Patent and Trademark
Office shall be subject to the provisions of chapter 17.

(b) In accordance with article 27 (8) of the treaty, the filing of
an international application in acountry other than the United States on
the invention made in this country shall be considered to constitute the
filing of an application in a foreign country within the meaning of
chapter 17, whether or not the United States is designated in that
international application.

(c) If alicense to file in a foreign country is refused or if an
international application isordered to be kept secret and a permit refused,
the Patent and Trademark Office when acting as a Receiving Office,
International  Searching Authority, or International Preliminary
Examining Authority, may not disclose the contents of such application
to anyone not authorized to receive such disclosure.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 687; amended
Nov. 8, 1984, Public Law 98-622, sec. 403(a), 98 Stat. 3392; Nov. 6,
1986, Public Law 99-616, sec. 6, 100 Stat. 3486; amended Sept. 16,
2011, Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat.
284.)

CHAPTER 37 — NATIONAL STAGE

Sec.

371 National stage: Commencement.

372 National stage: Requirements and procedure.

373 [Repeded]

374 Publication of international application: Effect.

374 (pre-AlA) Publication of international
application: Effect.

375 Patent issued on international application:
Effect.

375 (pre-AlA) Patent issued on international
application: Effect.

376 Fees.

35U.S.C. 371 National stage: Commencement.

(a) Receipt from theInternational Bureau of copiesof international
applications with any amendments to the claims, international search
reports, and international preliminary examination reports including
any annexes thereto may be required in the case of international
applications designating or electing the United States.

(b) Subject to subsection (f) of this section, the national stage
shall commence with the expiration of the applicable time limit under
article 22 (1) or (2), or under article 39 (1)(a) of the treaty.

(c) Theapplicant shall filein the Patent and Trademark Office—

(1) thenational fee provided in section 41(a);

(2) a copy of the international application, unless not
required under subsection (@) of this section or already communicated
by the International Bureau, and atrandlation into the English language
of the international application, if it was filed in another language;

(3) amendments, if any, to the claims in the international
application, made under article 19 of thetreaty, unless such amendments
have been communicated to the Patent and Trademark Office by the
International Bureau, and atranslation into the English languageif such
amendments were made in another language;

(4) an oath or declaration of the inventor (or other person
authorized under chapter 11) complying with the requirements of
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section 115 and with regulations prescribed for oaths or declarations
of applicants;

(5) atrandation into the English language of any annexes
to the international preliminary examination report, if such annexes
were made in another language.

(d) The reguirement with respect to the national fee referred to
in subsection (c)(1), the trandlation referred to in subsection (c)(2), and
the oath or declaration referred to in subsection (c)(4) of this section
shall be complied with by the date of the commencement of the national
stage or by such later time as may be fixed by the Director. The copy
of the international application referred to in subsection (c)(2) shall be
submitted by the date of the commencement of the nationd stage. Failure
to comply with these requirements shall be regarded as abandonment
of the application by the parties thereof, unless it be shown to the
satisfaction of the Director that such failure to comply was unavoidable.
The payment of asurcharge may be required asacondition of accepting
the national feereferred to in subsection (c)(1) or the oath or declaration
referred to in subsection (c)(4) of this section if these requirements are
not met by the date of the commencement of the national stage. The
requirements of subsection (c)(3) of this section shall be complied with
by the date of the commencement of the national stage, and failure to
do so shdll beregarded as acancellation of the amendmentsto the claims
intheinternational application made under article 19 of thetreaty. The
requirement of subsection (c)(5) shall be complied with at such time as
may be fixed by the Director and failure to do so shall be regarded as
cancellation of the amendments made under article 34 (2)(b) of the
treaty.
(e) After an international application has entered the national
stage, no patent may be granted or refused thereon beforethe expiration
of the applicable time limit under article 28 or article 41 of the treaty,
except with the express consent of the applicant. The applicant may
present amendments to the specification, claims, and drawings of the
application after the national stage has commenced.

(f) At the express reguest of the applicant, the national stage of
processing may be commenced at any time at which the application is
in order for such purpose and the applicable requirements of subsection
(c) of this section have been complied with.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 688; amended
Nov. 8, 1984, Public Law 98-622, sec. 402(a)-(d), 403(a), 98 Stat. 3391,
3392; subsections(a), (b), (c), (d), and (e) amended Nov. 6, 1986, Public
Law, 99-616, sec. 7, 100 Stat. 3486; subsection (c)(1) amended Dec.
10, 1991, Public Law 102-204, sec. 5(g)(2), 105 Stat. 1641; amended
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(a)(10)(A)); subsection (d) amended Nov.
2, 2002, Public Law 107-273, sec. 13206, 116 Stat. 1905; amended
Sept. 16, 2011, Public Law 112-29, secs. 20(i) and (j) (effective Sept.
16, 2012), 125 Stat. 284.)

35U.S.C. 372 National stage: Requirementsand procedure.

(@) All questions of substance and, within the scope of the
requirements of the treaty and Regulations, procedurein an international
application designating the United States shall be determined asin the
case of national applicationsregularly filed in the Patent and Trademark
Office.

(b) In case of international applications designating but not
originating in, the United States—

(1) the Director may cause to be reexamined questions
relating to form and contents of the application in accordance with the
requirements of the treaty and the Regulations;

(2) the Director may causethe question of unity of invention
to bereexamined under section 121, within the scope of the requirements
of the treaty and the Regulations; and

(3) the Director may require averification of thetranslation
of the international application or any other document pertaining to the
application if the application or other document wasfiled in alanguage
other than English.
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(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689; amended
Nov. 8, 1984, Public Law 98-622, sec. 402(e), (f), 403(a), 98 Stat. 3392;
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(8)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 373 [Repealed]
(Repedled Jan. 14, 2013, Public Law 112-274, sec. 1(i),_ Stat. )
35U.S.C. 374 Publication of international application.

[Editor Note: Applicable to any patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35

U.S.C. 374 (pre-Al A) for the law otherwise applicable.]

The publication under the treaty defined in section 351(a), of an
international application designating the United States shall be deemed
apublication under section 122(b), except as provided in section 154(d).

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689; amended
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-566 (S. 1948 sec. 4507(10)); amended Nov. 2, 2002, Public Law
107-273, sec.13205, 116 Stat. 1903; amended Sept. 16, 2011, Public
Law 112-29, secs. 20(j) (effective Sept. 16, 2012) and 3(g)(effective
March 16, 2013), 125 Stat. 284.)

35U.S.C. 374 (pre-AlA Publication of international
application.

[Editor Note: Not applicable to any patent application subject to the
first inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)).
See 35 U.S.C. 374 for the law otherwise applicable]

The publication under the treaty defined in section 351(a) , of an
international application designating the United States shall be deemed
a publication under section 122(b) , except as provided in sections

102(e) and 154(d) .

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689; amended
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.
1501A-566 (S. 1948 sec. 4507(10)); amended Nov. 2, 2002, Public Law
107-273, sec.13205, 116 Stat. 1903; amended Sept. 16, 2011, Public
Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.S.C. 375 Patent issued on international application:
Effect.

[Editor Note: Applicable to any patent application subject to the first
inventor to file provisions of the AIA (see 35 U.S.C. 100 (note)). See 35
U.S.C. 375 (pre-Al A) for the law otherwise applicable.]

(& A paent may be issued by the Director based on an
international application designating the United States, in accordance
with the provisions of this title. Such patent shall have the force and
effect of a patent issued on a national application filed under the
provisions of chapter 11.

(b) Where due to an incorrect translation the scope of a patent
granted on an international application designating the United States,
which was not originally filed in the English language, exceeds the
scope of the international application in its original language, a court
of competent jurisdiction may retroactively limit the scope of the patent,
by declaring it unenforceable to the extent that it exceeds the scope of
the international application inits original language.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689; amended
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat.

March 2014



§ 375 (pre-AlA)

1501A-582 (S. 1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, secs. 20(j) (effective Sept. 16, 2012) and
3(9g)(effective March 16, 2013), 125 Stat. 284. )

35U.S.C. 375 (pre-AlA) Patent issued on international
application: Effect.

[Editor Note: Not applicable to any patent application subject to the
first inventor to file provisions of the AlA (see 35 U.S.C. 100 (note)).
See 35 U.S.C. 375 for the law otherwise applicable]

(& A paeent may be issued by the Director based on an
international application designating the United States, in accordance
with the provisions of thistitle. Subject to section 102(e) , such patent
shall havetheforce and effect of apatent issued on anationa application
filed under the provisions of chapter 11.

(b) Where due to an incorrect translation the scope of a patent
granted on an international application designating the United States,
which was not originally filed in the English language, exceeds the
scope of the international application in its origina language, a court
of competent jurisdiction may retroactively limit the scope of the patent,
by declaring it unenforceable to the extent that it exceeds the scope of
the international application initsoriginal language.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689; amended
Nov. 29, 1999, Public Law 106-113, sec. 1000(2)(9), 113 Stat.
1501A-582 (S. 1948 sec. 4732(a)(10)(A)); amended Sept. 16, 2011,
Public Law 112-29, sec. 20(j) (effective Sept. 16, 2012), 125 Stat. 284.)

35U.SC.376 Fees.

(a) Therequired payment of theinternational fee and the handling
fee, which amounts are specified in the Regulations, shall be paid in
United States currency. The Patent and Trademark Office shall charge
a national fee as provided in section 41(a), and may also charge the
following fees:

(1) A transmittal fee (see section 361(d)).

(2) A search fee (see section 361(d)).

(3) A supplemental search fee (to be paid when required).

(4) A preliminary examination fee and any additional fees
(see section 362(b)).

(5) Such other fees as established by the Director.

(b) Theamounts of fees specified in subsection (a) of thissection,
except the international fee and the handling fee, shall be prescribed by
the Director. He may refund any sum paid by mistake or in excess of
thefees so specified, or if required under the treaty and the Regul ations.
The Director may also refund any part of the search fee, the national
fee, the preliminary examination fee and any additional fees, where he
determines such refund to be warranted.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 690, amended
Nov. 8, 1984, Public Law 98-622, sec. 402(g), 403(a), 98 Stat. 3392;
Nov. 6, 1986, Public Law 99-616, sec. 8(a) & (b), 100 Stat. 3486; Dec.
10, 1991, Public Law 102-204, sec. 5(g)(1), 105 Stat. 1640; amended
Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 113 Stat. 1501-582
(S. 1948 sec. 4732(a)(10)(A)); subsections (a)(1)-(a)(3) amended Nov.
2, 2002, Public Law 107-273, sec. 13206, 116 Stat. 1905.)

CHAPTER — UNCODIFIED LAW

Sec

AlA 8§ 14 Tax strategies deemed within the prior
art.

AlA 818 Transitional program for covered business
method patents.

AIA 8 33 Limitation on issuance of patents.
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AlA § 14 (Related to 35 U.S.C. 102, 103) Tax strategies
deemed within theprior art.

(& IN GENERAL.—For purposes of evaluating an invention
under section 102 or 103 of title 35, United States Code, any strategy
for reducing, avoiding, or deferring tax liability, whether known or
unknown at the time of the invention or application for patent, shall be
deemed insufficient to differentiate a claimed invention from the prior
art.

(b) DEFINITION.—For purposes of this section, the term ““tax
ligbility” refers to any liability for a tax under any Federal, State, or
local law, or the law of any foreign jurisdiction, including any statute,
rule, regulation, or ordinance that levies, imposes, or assesses such tax
liability.

() EXCLUSIONS.—This section does not apply to that part of
an invention that—

(1) isamethod, apparatus, technology, computer program
product, or system, that isused solely for preparing atax or information
return or other tax filing, including onethat records, transmits, transfers,
or organizes data related to such filing; or

(2) isamethod, apparatus, technology, computer program
product, or system used solely for financial management, to the extent
that it is severable from any tax strategy or does not limit the use of any
tax strategy by any taxpayer or tax advisor.

(d) RULE OF CONSTRUCTION.—Nothing in this section shall
be construed to imply that other business methods are patentable or that
other business method patents are valid.

(e) EFFECTIVE DATE; APPLICABILITY.—This section shall
take effect on [Sept. 16, 2011] and shall apply to any patent application
that is pending on, or filed on or after, that date, and to any patent that
isissued on or after that date.

(Sept. 16, 2011, Public Law 112-29, sec. 14, 125 Stat. 284.)

AlA 818 (Related to 35 U.S.C. 321) Transitional program
for covered business method patents.

(8) TRANSITIONAL PROGRAM .—

(1) ESTABLISHMENT.—Not later than Sept. 16, 2012,
the Director shall issue regulations establishing and implementing a
transitional post-grant review proceeding for review of the validity of
covered business method patents. The transitional proceeding
implemented pursuant to this subsection shall be regarded as, and shall
employ the standards and procedures of, a post-grant review under
chapter 32 of title 35, United States Code, subject to the following:

(A) 35U.S.C. 321(c) and 35 U.S.C. 325(b), (€)(2), and
(f), shall not apply to atransitional proceeding.

(B) A person may not file a petition for a transitional
proceeding with respect to a covered business method patent unless the
person or the person’s real party in interest or privy has been sued for
infringement of the patent or has been charged with infringement under
that patent.

(C) A petitioner in a transitional proceeding who
challengesthe validity of 1 or more claimsin acovered business method
patent on a ground raised under 35 U.S.C. 102 or 103 as in effect on
March 15, 2013 (pre-AlA 35 U.S.C. 102 or 103), may support such
ground only on the basis of—

(i) prior art that isdescribed by pre-AlA 35U.S.C.
102(a); or
(ii) prior art that—

(1) discloses the invention more than 1 year
before the date of the application for patent in the United States; and

(1) would be described by pre-AlA 35U.S.C.
102(a) if the disclosure had been made by another before the invention
thereof by the applicant for patent.
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(D) The petitioner in a transitional proceeding that
resultsin afinal written decision under 35 U.S.C. 328(a), with respect
to aclaim in a covered business method patent, or the petitioner’s real
party in interest, may not assert, either in acivil action arising in whole
or in part under section 1338 of title 28, United States Code, or in a
proceeding before the International Trade Commission under section
337 of the Tariff Act of 1930 (19 U.S.C. 1337), that the claimisinvalid
on any ground that the petitioner raised during that transitional
proceeding.

(E) TheDirector may institute atransitional proceeding
only for apatent that is a covered business method patent.

(b) REQUEST FOR STAY.—

(1) IN GENERAL.—If aparty seeksastay of acivil action
alleging infringement of a patent under section 281 of title 35, United
States Code, relating to a transitional proceeding for that patent, the
court shall decide whether to enter a stay based on—

(A) whether a stay, or the denia thereof, will simplify
the issues in question and streamline the trial;

(B) whether discovery is complete and whether atrial
date has been set;

(C) whether astay, or the denial thereof, would unduly
prejudice the nonmoving party or present a clear tactical advantage for
the moving party; and

(D) whether a stay, or the denial thereof, will reduce
the burden of litigation on the parties and on the court.

(2) REVIEW.—A party may take animmediateinterlocutory
appeal from adistrict court’s decision under paragraph (1). The United
States Court of Appeals for the Federal Circuit shall review the district
court’sdecision to ensure consi stent application of established precedent,
and such review may be de novo.

(c) ATM EXEMPTION FORVENUE PURPOSES.—In an action
for infringement under section 281 of title 35, United States Code, of a
covered business method patent, an automated teller machine shall not
be deemed to be aregular and established place of businessfor purposes
of section 1400(b) of title 28, United States Code.

(d) DEFINITION.—

(1) IN GENERAL.—For purposes of this section, the term
* covered business method patent”” means a patent that claims amethod
or corresponding apparatus for performing data processing or other
operations used in the practice, administration, or management of a
financial product or service, except that the term does not include patents
for technological inventions.

(20 REGULATIONS—To assist in implementing the
transitional proceeding authorized by this section, the Director shall
issueregulationsfor determining whether apatent isfor atechnological
invention.

(e) RULE OF CONSTRUCTION.—Nothing in this section shall
be construed as amending or interpreting categories of patent-eligible
subject matter set forth under 35 U.S.C. 101.

(Sept. 16, 2011, Public Law 112-29, sec. 18, 125 Stat. 284, corrected
Jan. 14, 2013, Public Law 112-274, sec. 1(b), Stat. )

AlA § 33 (Related to 35 U.S.C. 101) —Limitation on
issuance of patents.

(a) LIMITATION.—Notwithstanding any other provision of law,
no patent may issue on a claim directed to or encompassing a human
organism.

(b) EFFECTIVE DATE.— (1) IN GENERAL .— Subsection (a)
shall apply to any application for patent that is pending on, or filed on
or after, the date of the enactment of thisAct [Sept. 16, 2011].

(2) PRIOR APPLICATIONS.—Subsection (a) shall not
affect the validity of any patent issued on an application to which
paragraph (1) does not apply.

§ 2071

(Sept. 16, 2011, Public Law 112-29, sec. 33, 125 Stat. 284.)

SELECTED PROVISIONSOF TITLE 18,
UNITED STATES CODE

18 U.S.C. 1001 Statementsor entriesgenerally.

(a) Except as otherwise provided in this section, whoever, in any
matter within the jurisdiction of the executive, legidative, or judicial
branch of the Government of the United States, knowingly and
willfully—

(1) falsifies, conceals, or covers up by any trick, scheme, or
device amaterial fact;

(2) makes any materialy fase, fictitious, or fraudulent
statement or representation; or

(3) makes or uses any false writing or document knowing
the same to contain any materially false, fictitious, or fraudulent
statement or entry;

shall be fined under thistitle, imprisoned not more than 5 years or, if
the offense involves international or domestic terrorism (as defined in
section 2331), imprisoned not more than 8 years, or both. If the matter
relates to an offense under chapter 109A, 109B, 110, or 117, or section
1591, then the term of imprisonment imposed under this section shall
be not more than 8 years.

(b) Subsection (a) does not apply to a party to a judicial
proceeding, or that party’s counsel, for statements, representations,
writings or documents submitted by such party or counsel to ajudge or
magistrate in that proceeding.

(c) With respect to any matter within the jurisdiction of the
legislative branch, subsection (&) shall apply only to —

(1) administrative matters, including a claim for payment,
a matter related to the procurement of property or services, personnel
or employment practices, or support services, or a document required
by law, rule, or regulation to be submitted to the Congress or any office
or officer within the legislative branch; or

(2) any investigation or review, conducted pursuant to the
authority of any committee, subcommittee, commission or office of the
Congress, consistent with applicable rules of the House or Senate.

(Amended Sept. 13, 1994, Public Law 103-322, sec. 330016(1)(L ), 108
Stat. 2147; Oct. 11, 1996, Public Law 104-292, Sec. 2, 110 Stat. 3459.)

(Subsection (a) amended Dec. 17, 2004, Public Law 108-458, sec.
6703(a), 118 Stat. 3766; July 27, 2006, Public Law 109-248, sec. 141(c),
120 Stat. 603.)

18 U.S.C. 2071 Concealment, removal, or mutilation
generally.

(& Whoever willfully and unlawfully concedls, removes,
mutilates, obliterates, or destroys, or attempts to do so, or, with intent
to do so takes and carries away any record, proceeding, map, book,
paper, document, or other thing, filed or deposited with any clerk or
officer of any court of the United States, or in any public office, or with
any judicial or public officer of the United States, shall be fined under
thistitle or imprisoned not more than three years, or both.

(b) Whoever, having the custody of any such record, proceeding,
map, book, document, paper, or other thing, willfully and unlawfully
conceals, removes, mutilates, obliterates, falsifies, or destroysthe same,
shall be fined under thistitle or imprisoned not more than three years,
or both; and shall forfeit his office and be disqualified from holding any
office under the United States. As used in this subsection, the term
“office” does not include the office held by any person as a retired
officer of the Armed Forces of the United States.
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(Amended Nov. 5, 1990, Public Law 101-510, sec. 552(a), 104 Stat.
1566; Sept. 13, 1994, Public Law 103-322, sec. 330016(1)(1), 108 Stat.
2147))
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owned INVeNtionS..........ccoeeeereneneereenenenen. 207
Educational awards............c.ccoeeveiererinennene 212
March-in rights.........ccocvovennencicee 203
Policy and objective of ............ccceererincnnne 200
Precedence of chapter over other Acts.......... 210
Preference for United States industry........... 204
Regulations governing Federa licensing......208
Relationship to antitrust laws..........c.cccccue..... 211
Restrictions on licensing of federally owned
INVENLIONS. ..o 209
Uniform clauses and regulations................... 206
Fees:
AMOUNE OF ..o 41
For attorney awarded by court...................... 285
For records, publications, and services not
specified in statute..........ccoceeeveeerieenne 41(d)(2)
How paid and refunded.............ccceevrerennennne 42
Independent inventor, reduction................. 41(h)
International..........ccoceevveeeeeieieee e 361, 376
Nonprofit organization, reduction.............. 41(h)
Payable to DireCtor.........c.covereeeeeneneenienens 42(a)
Small business, reduction............c.ccceeeeee. 41(h)
Small entity, reduction.............ccceu.... 41(h), 133
To witness contested Cases..........ccovvrerernenne 24
Filing application by other than inventor............. 118
Filing date requirements...........ccocooereeerencreenen. 111
Filing fee, Amount of ..........cccocvinirenicinennne 41(a)(1)
Foreign applications:
License to file required...........ccooevvreicnnnnns 184
Penalty for filing without license.......... 185, 186

Foreign countries, exchange of printed copies of

1TV 1 O 11
Foreign patentee:

N U101 [To: (o) o R 293

SEIVICE....c ettt 293

Foreign patents:
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Copies of, exchanged for United States patents

and published application of patents............. 11
Prior, effect on United States application for
PALENT......coieieieeeeeee e 102
Foreign priority.......cccoeereeninecneenenn 119(a)-(d), 365
Fraudulent statements............cccce..... 18 U.S.C. 1001
Funding agreement, defined............cccceovvininnenens 201
G
Government interests in patents.........c.coeveeeenene 267
H
Holiday, time for action expiring on............cccc..... 21
|
Importation of products made by a patented
PrOCESS......coiieeriee e 295
Improvements, patents may be granted for......... 101
Indexes of patents and patentees, printing of........ 10
Infringement, patent: Action for...........c.ccceeveene. 281
ALOrNey fEES......coiiiiireeee e 285
By United States, time limitation in suit for..286
Clerk of court to notify United States Patent and
Trademark Office of sUit.........cccoeeveierinnen. 290
CONtriDULONY ... 271
Damages fOr........ccoeeerererereeeeeereseeeees 284
Defenses in suit for......c.oceeeeeeeceeecenen. 273, 282
DEfiNEd........ooveieeeeseeee e 271
Design patent.......c.ccceerereerieneeeneneseeeeees 289
INJUNCEION....eei e 283
Notice of, necessary to recovery of
daMBGES........coveeeererier e 287
Pleading defenseand special mattersto beproved
TN SUIT. e 282
Suit for, when aclaimisinvaid................... 288
Temporary presencein United States............ 272
Time limitation........ccoceeeevrvcenceerese e 286
Injunctions may be granted by court having
JUISICHTION. ... 283
Inter partes review:
APPERl OF ..o 319
CoNAUCE Of ..o 316
Decision of the Board...........cccccevvvvreecnnnnne 318
NOLICE. ..o 314
Petitions requirements...........ccccceevrerereeene 312
Preliminary response to petition................... 313
Relation to other proceedings............ccceun.e. 315
REQUESE ... 311
Settlement.........cooeeeeii e 317

Interference, patent:
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Agreements, between parties, relating to
termination, to befiled in Patent and Trademark

OFfiCe. i 135 (pre-AlA)
Appeal to Court........ccceovvvrrereennee 141 (pre-AlA)
ATDItration.........cceeeeevereneneeene 135 (pre-AlA)
Determination of priority....102 (pre-AlA), 135

(pre-AlA)

Parties to be notified of ................ 135 (pre-AlA)
Review of decision by civil action....145

(pre-AlA), 146 (pre-AlA)

Rules for taking testimony..........ccccvevreriennee. 23
International application......351, 365, 366, 367, 375
FEES. oo 376
National phase in United States.................... 371
Priority FightS......cocoveieinineneceeeeesees 365
International Bureau.................... 351, 361, 362, 371

International Preliminary Examining Authority..362,
364, 368

International Searching Authority....351, 362, 364,
368

International StUAIES .........cceeveiririineeeeeseees 2
Intervening rights ON reiSSUe..........ccoeceeereeniennene 252
Invalid patent claim disclaimer.........cc.ccccceveneenee. 288
Invalidity of term extension...........cccceeeeeneniennnne 282
Invention, defined........ccocoiveeeei e 100
[nventions promotion, improper and deceptive....297
[INventions in OULEr SPACE..........ccovvververerereerieneenes 105
Inventions patentable...........cccoovvreneinienenenene 101
Inventions previously patented............cccvevrenene 102
Inventor:
Correction of patent.........ccceverereeierereriennn. 256
Death or legal incapacity.........cccccoeererennnne 117
DEfiNitioN.......cccooevirierieeeee e 100
DiSCIOSUNE......c.ceuireiieieieiesiesee e 102(b)
May obtain Patent..........ccecevererereeerenennenns 101
Oath fOr JOINt........cooeeerere e 116
REfUSES 1O SIgN.....civiieeeireecee e 118
To make application...........ccoceeereieeericreennen. 111
Inventors certificate priority right............ccceeeenene 119
[SSUE Of PELENE........cvevireerieeeeeeee e 151
[SSUE TEE.....ieeeeee e 41(a)(4)
If not paid within three months, patent
WIthheld......coieeiee s 151
Nonpayment..........ccooeeeererenieenenenne 41(c), 151
Payment Of ........ccooereieinccceeeee 151
J
Joinder of partiesin patent Cases...........c.ccoceevenee. 299
JOIiNt iINVENEOrS......cceveeeenerceeeee 100, 116, 256
JOINT OWNES....ceiiiieiee e 262
Joint research agreement defined.............ccceeee. 100
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Joint research agreement, common ownership

UNDEN . 102(c)
Jurisdiction of District Court for the Eastern District
of Virginia......cc.cooeveeerennne. 32, 145, 146, 154, 293
L
Legal representative of deceased or legally
incapacitated iNVENTON...........cooeiveiereniieereeens 117
Liability of StaesS.......covvveerireririrereereereeee 296
Libraries, public, copies of patents and published
applications for patentsfor..........c.ccccevveeeee 12, 41(d)
LiBrary. ..o 7
License for foreign filing.........cocovveeeeincncniennns 184
Limitation on damages...........c.cccueeee. 154, 286, 287
M
Machines patentable............cccoereieierieneneieeenn 100
Maintenance fEeS........coovverriererenereereseees 41(b)
Late payment........cccooeeenenieeneeneseeeeseeee 41(c)
Manufactures patentable............ccccevrenineieenne. 101
Marking articles falsely as patented.................... 292
Marking articles patented............ccceevrenereeinennn 287
Micro entity defined...........cccoovrineneiniinincnees 123
Migjoinder of inventor.............ccccc...... 116, 202, 256

Mistake in patent, certificate thereof issued....254,
255

Model, shall be furnished if required.................. 114
Money:
Paid by mistake or in excess, refunded........... 42
Received for fees, etc. to be paid into
TrEASUNY ....cveereereesee e e 42
Multiple dependent claim..........ccccevreiiricieenne 112
FO .t 41(a)(2)
Mutilation of records..........c.ccecunnn. 18 U.S.C. 2071
N
National SeCurity .......cccccevevvevreererrreenne 3,122, 181
National stage of international application...371, 372
New matter inadmissible in reissue..................... 251
New matter, may not be introduced by
AMENAMENE......eeieieeeie e 132
Nonjoinder of INVENEOr..........ccceveeieeiereneneeeeeenn 256
NONODVIOUSNESS........coieeieieeeiesiesieeee e 103
Nonprofit organization, defined..............ccceeunee. 201
Nonresident patentee...........coovvereieeerenereereenenns 293
Notice as regards patents:
As to proof in infringement suits.................. 282
Of allowance of patent...........ccccvvrerieieennn 151
Of appeal to the Court of Appealsfor the Federal
(O] (ot U1 142, 143
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Of patent suit, decision to be given United States
Patent and Trademark Office by clerk of

COUIT...eee et etee ettt 290

Of regjection of an application....................... 132

Of suit to be entered on file of patent........... 290

To the public by Federa agency................... 209

To the public that invention is patented........ 287

NOVEILY ..o 102
@)

Oath in patent application............ccccceervennee 115, 152
Before whom taken in foreign countries..25, 115
Before whom taken in the United States.......115
Declaration in lieu of .........ccoccevvvvieecennieene 25
JOINt iINVENLOTS......coeeeieieeeree e 116
Made by Inventor..........cccooeverereinencneneene 115
Requirements of ..........ccccvoenenereinencseneene 115
To be made by legal representative if inventor is

deceased or legally incapacitated........ 115, 117
ODVIOUSNESS......ovieeee e 103
Officer of United States Patent and Trademark Office

May attest Patents.........cccocvrvereereeieecee e 153
Officers and employees:

Of United States Patent and Trademark Office..3
Of United States Patent and Trademark Office,

restrictions on as to interests in patents........... 4
Official Gazette:
Exchange for publications.............ccccoovvenieneee. 11
Printing and distribution of .............ccccoevieneee. 11
Public Advisory Committee Report.................. 5
OWNEX'S, JOINL.....eceeeeerreeeeeree e e e see e 262
Ownership assignMmeNt.........ccceverereeierienenienenees 261
P
Paris COnvention............cccocevvveeeeneneseeerese e 119
Patent and Trademark Office: See United States
Patent and Trademark Office
Patent Cooperation Treaty:
DEfiNItioNS.....cceeeeeceeeee e 351
Patent fEES.....cviiieeee e 41
DiSpOSItion Of .......cccooeveeerenirieneeeese e 42
Patent laws, printing Of ...........cocoverereinienenereens 10
Patent pending, false marking as............cc.ccoveueee. 292
Patent Public Advisory Committee...................... 3,5
Appointment, timing and basis...............c.ccc.... 5
T - P 5
Consultation with Director..........ccceevevevnennn. 3,5
Patent term adjustment...........cocooevereeiereniereenen 154
Patent term extension application........................ 156
Patentability, conditions for.............cccc........ 102, 103
Patentable inventions............ccoceeeevieneeeeereenennnnne 101
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Patented article, marked as such..............c.cc........ 287
Patent Trial and Appeal Board, how constituted.....6
Patentee:
DEfiNEd.....coveiiiirerece e 100
Patents:
Application fOr........cccooveveneieiensesceee 111
ASSIGNMENt OF ... 261
Based on international application................ 375
Certified COPIES OF .......eoveeeirireeeeec e 9
Classification Of..........ccoceoeirineneieenesee 8
Contents and duration of ............cccceeerereenne. 154
Copies supplied to public libraries...12, 41(d)(2)
Date, duration, and fOrM.........ccceeeeeeriiieeeenns 154
Design (See Design patents)
Exchange of printed copies with foreign
COUNLITES....eeveveeeieie e 11
Fee 0N iSSUING......ccvreerieiereeeeee e 41
Filing application in foreign country............ 184
For what granted............ccooeveveieninencneene, 101
How issued, attested, and recorded............... 153
May be granted to assignee...........cocoeeevenenee. 152
May be withheld in certain cases.................. 181
Obtainable by civil action...........c.ccccceevenene. 145
Personal property........cceeeeerecenenieneneeennns 261
Presumption of validity...........ccccoevreiiienne. 282
Price of COPIES........cccoveiririniiecene 41(d)(2)
Printing Of ........ooeieieeeee e 10
Reissuing of, when defective........................ 251
Rights of invention made with federal
BSSISLANCE. ... 200 - 212

Restrictions on officers and employees of United

States Patent and Trademark Officeastointerest
] o 4
Surrender of, to take effect on reissue........... 251
B =11 T 154, 156
Term adjustment.........ccovvevereinenc e 154
Term eXtensioN........coeeceveveeeere e 156
Time of issue, payment of issue fee.............. 151

To be authenticated by seal of United States
Patent and Trademark Office........cc.coeveverennee. 2
When t0 iSSUE.......ovvveeee e 151
Withheld for nonpayment of issue fee.......... 151

Patent rights in inventions made with Federal

BSSISLANCE. ... 200-212
Confidentiality........cooevereierenereeeseseeee 205
Definitions........cccceveeiievecee e, 201
Disposition of rights..........cccccoveninencneene. 202

Domestic and foreign protection of federally
owned iINVENtioNS.........coocevveeeeeereseeeeeenns 207
Educational awards.........c..ccoeeeeervreneeinnnne 212
March-in rightsS........cccoovvevineneineeceeee 203
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Policy and objective of ............ccceeeirincnnne 200
Precedence of chapter over other Acts.......... 210
Preference for United States industry........... 204
Regulations governing federal licensing.......208
Relationship to antitrust laws..........cccccccue..... 211
Restrictions on licensing of federally owned
INVENLIONS. ..o 209
Uniform clauses and regulations................... 206
Period for response..........cceecevvveeceeneseeeenen, 21, 133
Photolithography, Headings of drawings printed...10
Plant patents:
(@ T 1 TS 162, 164
DesCription........cceceveneeeereseseeee e 162, 163
FEES ..ttt e 41
Nature of Mght........ccoeveirininereeeereseees 163
Plants patentable..........ccocoveeeevvienieieseens 161
Secretary of Agriculture to furnish information
and detail employees..........cccoeeeeenirennenne 164
Pleading and proof in action for infringement....282

Post-grant review:

APPEEL OF ..o 329
CoNAUCE O ... 326
Decision of the Board...........cccceeeverviceennnineene 328
INitiation Of......ccoceeeiiieeee e 321
NOLICE....e e 324
Petitions requirements...........ccocevevereerienenene 322
Preliminary response to petition...........c..c.cceueneee. 323
Relation to other proceedings..........cccccvevrvereennee 325
Settlement.........cccovvviieee e 327
Postal Service depoSit........cccoovvvrereneeienineseieenes 21
Practical application, defined............ccccooeveieennns 201
Pre-issuance opposition, when prohibited .......... 122
Presumption of product made by patented
PrOCESS......oiiieereere et 295
Presumption of validity of patents....................... 282
Printed publication bar to a patent..102(b) (pre-AlA)
Printing:
Decisions in patent Cases...........ccoeerervereennen 10
Of papersfiled........cccoevnenineiirreseee 22

United States Patent and Trademark Office....10
Printing headingsof drawings by United States Patent

and Trademark OffiCe.......ccovvveviiiiiie e, 10
Prior art, defined........ccoooeveviveiieee e, 102
Prior art, Citation Of .........ccoocveeeivciie e 301
Prior commercial use as adefense to

INFANGEMENE. ... 273
Priority, foreign.......coccevvvvveecenr e 119, 365
Priority, right of, under treaty or law................... 119

For design applications...........cccccceeereniennne 172
Process defined.........ccooeveeeeieceeeic e 100
Process Patent Amendment Act of 1988.............. 287
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Process patentable...........ccocvvveieieenencneenn 101
Product made by patent process.........c.ccocveveeneene. 295
Property of United States Patent and Trademark
(O o 2
Provisional applications...................... 111(b), 119(e)
Provisional rights ........ccccovivineneieneseeeeee 154
Protest and pre-issuance opposition, when prohibited
....................................................................... 122(c)
Public use or SAl€.......cccovvveerceeeeee e 102
Publication of international application, effect....374
Publication of patent applications............... 122, 181
Publications regarding patents and trademarks.....10
R
Receiving Office.................. 351, 361, 364, 367, 368
Recording of assignments...........ccocceeevvveeeenenne 261
Reexamination order by Director....304, 313
(pre-AlA)

Reexamination procedure

Appeal...134, 141, 306, 315 (pre-AlA), 319, 329

Certificate of patentability, unpatentability, and
claim cancellation.............. 307, 316 (pre-AlA)

Conduct of reexamination proceedings....305,
314 (pre-AlA)

Determination of issue by Director....303, 312
(pre-AlA)

Determination of new question....303, 312

(pre-AlA)

EX Parte.....ccoeoveiceeeeseeeee 302-307
Inter Partes........... 311 (pre-AlA)-318 (pre-AlA)
When prohibited.............c.cccee.. 317 (pre-AlA)
Request.......coeeeviiereeien, 302, 311 (pre-AlA)
Special dispatch................... 305, 314 (pre-AlA)
Stay of litigation..........cc.ceeeeereenne. 318 (pre-AlA)

Reexamination to be made after first rejection, if
AESITEA....c.eciieceeee e 132
References, to be cited on examination............... 132

Refund of money paid by mistake or in excess.....42
Reissue of patents:

Application fee........ccoririieieeeeee 41

Application may be made by assignee in certain

CBSES. .. eueeeireesreesreeeseeeteeesre e e snreesnreesnneennes 251

By reason of defective claims....................... 251

EffeCt Of oo 252

For unexpired term of original patent........... 251

Intervening rghtS........ccooovevereienenescneeee 252

Of defective patents..........ccevereeeerenereeneenenn 251

To contain N0 NEW MALLEN.........coovrvereereeeenns 251
Rejection, applicant shall be notified of reasons

0] R SPTR 132

Remedy for infringement of patent..................... 281
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Removal of records.........ccceevvueenenne. 18 U.S.C. 2071
Report to Congress, annual...........cccevvveeeenenenenens 13
Request for reexamination proceeding....302, 311

(pre-AlA)
Restrictions on officers and employees of United

States Patent and Trademark Office asto interest in
PAENES......eeiiiiiiii 4
Retention of revenue............ccoocvveeeeeveveneecere e 2
Revival if delay unavoidable............ccceovnenneee. 133
Right of foreign priority........ccccoeevereiriencnenen 365
Right to compensation because of secrecy order..183

Rules for taking testimony, Director to establish...23
Rules of practice:

AULNOTEY TOr....ooiiiiccee e 2
Printing Of.......ccooviiieeeeeee e 10
S
Saturday, time for action expiring on.................... 21
Seal of United States Patent and Trademark Office.2
Secrecy of appliCations...........ccovvereerenieniennenes 122
Secrecy of certain inventions...................... 181 - 188
Secrecy of international application.................... 368
SECIECY OFUEN ... 181
Small business firm, defined...........ccooveeeieennnee 201
Small entity StatuS........ccceveeereeerieenen 2(b)(2), 41(h)
Specification(s):
Contents Of ......ccocvvvreeiereeeeee e 112
If defective, reissue to correct...........ccooeenenee. 251
Part of patent..........ccoeeeierenenercieeseseeens 154
Printing of .......ccooeeneineicceeee 10, 41(d)(2)
Uncertified copies, price Of................... 41(d)(2)
Specimens, may be required............ccceeeeiennnens 114
Subpoenas t0 WItNeSSES.......cccvvveereereneeee e 24
Suit against the United States..........ccoceveeveriennens 286
Suit in equity (See Civil action)
Sunday, time for action expiring on............c.cc..e.... 21
Supplemental examination............c.ccoeeeeeererenens 257
Surcharge for later filing of fee or oath............... 111
T
Term extension:
For administrative delays...........ccccvevvnennene. 154
For delaysdueto derivation proceedings, secrecy
orders, and/or appellate review................... 154
Regulatory review.........ccceevereieeneneneenes 156
Term of patent:
1= o T 173
Disclaimer Of ......ccccoeeeviviiiee e 253
EXIENSION.....coieieeieeee e 156
Period.... ..o 154
Testimony, rules for taking...........ccoeeeeerererennene 23
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Time:
Expiring on Saturday, Sunday, or holiday.......21
For payment of issue fee.........cccoovrerenennne. 151
For taking action in Government cases......... 267
Limitation on damages..........ccceceevreerveneenenne. 286
Within which action must be taken............... 133
Title of INVENtION......cccov v, 154
Trademark feeS.......cccovvvvviiierecre e 42(c)
Trademarks, reference to.......cccccevvveeenennee. 1,2 3,10
Trandation error in international application......375
U
Unauthorized disclosure...........ooeceevevivnveceenenne 182
Unauthorized person may not lawfully assist persons
in transaction of business before the Office......... 33
Under Secretary of Commerce for Intellectual
PrOPErtY.....oocveeieeeeeeeeee e 6
United States as designated office...........cc.ceeuenee. 363
United States, defined...........coceevvceieiiiiiee s 100
United States Patent and Trademark Office:
In Department of ComMmerce..........ccooevvevveennene 1
Library. ... 7
PrANEING. ..o 10
Rules, authority for.........cccoovvivrieieniiceen 2
SEal Of e 2
Unpatented article, penalty for deceptive
MAIKING. ... 292
\%
Verified trandation requirement...........ccccoevenee... 372
Voluntary arbitration...........cccccevevveeeveneneecenene, 294
W
Withdrawal of international application.............. 366
Withholding of patent...........cccoevveeveneneeceneene. 181
Witness:
Failing to attend or refusing to testify............. 24
Fees of, interference cases..........cccocvvveeeenennee. 24
In interference summoned by clerk of United
SEEEES COUI....uveiieeieeeeeeeee e 24
When in contempt, punishment...................... 24

March 2014

L-80



	MPEP TOC
	Summary of Changes
	Title Page
	Foreword
	Introduction
	Chapter 100 Secrecy, Access, National Security, and Foreign Filing
	Chapter 200 Types, CrossNoting, and Status of Application
	Chapter 300 Ownership and Assignment
	Chapter 400 Representative of Applicant or Owner
	Chapter 500 Receipt and Handling of Mail and Papers
	Chapter 600 Parts, Form, and Content of Application
	Chapter 700 Examination of Applications
	Chapter 800 Restriction in Applications Filed Under 35 U.S.C. 111; Double Patenting
	Chapter 900 Prior Art, Classification, and Search
	Chapter 1000 Matters Decided by Various U.S. Patent and Trademark Office Officials
	Chapter 1100 Statutory Invention Registration (SIR); PreGrant Publication (PGPub) and Preissuance Submissions
	Chapter 1200 Appeal
	Chapter 1300 Allowance and Issue
	Chapter 1400 Correction of Patents
	Chapter 1500 Design Patents
	Chapter 1600 Plant Patents
	Chapter 1700 Miscellaneous
	Chapter 1800 Patent Cooperation Treaty
	Chapter 1900 Protest
	Chapter 2000 Duty of Disclosure
	Chapter 2100 Patentability
	Chapter 2200 Citation of Prior Art and Ex Parte Reexamination of Patents
	Chapter 2300 Interference Proceedings
	Chapter 2400 Biotechnology
	Chapter 2500 Maintenance Fees
	Chapter 2600 Optional Inter Partes Reexamination
	Chapter 2700 Patent Terms and Extensions
	Chapter 2800 Supplemental Examination
	Appendix I Reserved
	Appendix II List of Decisions Cited
	Appendix L Patent Laws
	Appendix R Patent Rules
	Appendix T Patent Cooperation Treaty
	Appendix AI Administrative Instructions Under the PCT
	Appendix P Paris Convention
	Subject Matter Index
	Form Paragraph Book

	35 U.S.C. 1  Establishment.
	35 U.S.C. 2  Powers and duties.
	35 U.S.C. 3  Officers and employees.
	35 U.S.C. 4  Restrictions on officers and employees as to interest in patents.
	35 U.S.C. 5  Patent and Trademark Office Public Advisory Committees.
	35 U.S.C. 6  Patent Trial and Appeal Board.
	35 U.S.C. 6 (pre-AIA)  Board of Patent Appeals and Interferences.
	35 U.S.C. 7  Library.
	35 U.S.C. 8  Classification of patents.
	35 U.S.C. 9  Certified copies of records.
	35 U.S.C. 10  Publications.
	35 U.S.C. 11  Exchange of copies of patents and applications with foreign countries.
	35 U.S.C. 12  Copies of patents and applications for public libraries.
	35 U.S.C. 13  Annual report to Congress.
	35 U.S.C. 21  Filing date and day for taking action.
	35 U.S.C. 22  Printing of papers filed.
	35 U.S.C. 23  Testimony in Patent and Trademark Office cases.
	35 U.S.C. 24  Subpoenas, witnesses.
	35 U.S.C. 25  Declaration in lieu of oath.
	35 U.S.C. 26  Effect of defective execution.
	35 U.S.C. 31  [Repealed].
	35 U.S.C. 32  Suspension or exclusion from practice.
	35 U.S.C. 33  Unauthorized representation as practitioner.
	35 U.S.C. 41  Patent fees; patent and trademark search systems.
	35 U.S.C. 42  Patent and Trademark Office funding.
	35 U.S.C. 100 (note)  AIA First inventor to file provisions.
	35 U.S.C. 100  Definitions.
	35 U.S.C. 100 (pre-AIA)  Definitions.
	35 U.S.C. 101  Inventions patentable.
	35  U.S.C. 102  Conditions for patentability; novelty.
	35 U.S.C. 102 (pre-AIA)  Conditions for patentability; novelty and loss of right to patent.
	35 U.S.C. 103  Conditions for patentability; non-obvious subject matter.
	35 U.S.C. 103 (pre-AIA)  Conditions for patentability; non-obvious subject matter.
	35  U.S.C. 104  [Repealed.]
	35 U.S.C. 104 (pre-AIA)  Invention made abroad.
	35 U.S.C. 105  Inventions in outer space.
	35 U.S.C. 111  Application.
	35 U.S.C. 111 (pre-AIA)  Application.
	35 U.S.C. 112  Specification.
	35 U.S.C. 112 (pre-AIA)  Specification.
	35 U.S.C. 113  Drawings.
	35 U.S.C. 114  Models, specimens.
	35 U.S.C. 115  Inventor’s oath or declaration.
	35 U.S.C. 115 (pre-AIA)  Oath of applicant.
	35 U.S.C. 116  Inventors.
	35 U.S.C. 116 (pre-AIA)  Inventors.
	35 U.S.C. 117  Death or incapacity of inventor.
	35 U.S.C. 118  Filing by other than inventor.
	35 U.S.C. 118 (pre-AIA)  Filing by other than inventor.
	35 U.S.C. 119  Benefit of earlier filing date; right of priority.
	35 U.S.C. 119 (pre-AIA)  Benefit of earlier filing date; right of priority.
	35 U.S.C. 120  Benefit of earlier filing date in the United States.
	35 U.S.C. 120 (pre-AIA)  Benefit of earlier filing date in the United States.
	35 U.S.C. 121  Divisional applications.
	35 U.S.C. 121 (pre-AIA)  Divisional applications.
	35 U.S.C. 122  Confidential status of applications; publication of patent applications.
	35 U.S.C. 123  Micro entity defined.
	35 U.S.C. 131  Examination of application.
	35 U.S.C. 132  Notice of rejection; reexamination.
	35 U.S.C. 133  Time for prosecuting application.
	35 U.S.C. 134  Appeal to the Patent Trial and Appeal Board.
	35 U.S.C. 134 (transitional)  Appeal to the Board of Patent Appeals and Interferences.
	35 U.S.C. 134 (pre-AIA)  Appeal to the Board of Patent Appeals and Interferences.
	35 U.S.C. 135  Derivation proceedings.
	35 U.S.C. 135 (pre-AIA)  Interferences.
	35 U.S.C. 141  Appeal to Court of Appeals for the Federal Circuit.
	35 U.S.C. 141 (pre-AIA)  Appeal to the Court of Appeals for the Federal Circuit.
	35 U.S.C. 142  Notice of appeal.
	35 U.S.C. 143  Proceedings on appeal.
	35 U.S.C. 143 (pre-AIA)  Proceedings on appeal.
	35 U.S.C. 144  Decision on appeal.
	35 U.S.C. 145  Civil action to obtain patent.
	35 U.S.C. 145 (pre-AIA)  Civil action to obtain patent.
	35 U.S.C. 146  Civil action in case of derivation proceeding.
	35 U.S.C. 146 (pre-AIA)  Civil action in case of interference.
	35 U.S.C. 151  Issue of patent.
	35 U.S.C. 152  Issue of patent to assignee.
	35 U.S.C. 153  How issued.
	35 U.S.C. 154  Contents and term of patent; provisional rights.
	35 U.S.C. 154 (pre-AIA)  Contents and term of patent; provisional rights.
	35 U.S.C. 155  [Repealed.]
	35 U.S.C. 155A  [Repealed.]
	35 U.S.C. 156  Extension of patent term.
	35 U.S.C. 157  [Repealed.]
	35 U.S.C. 157 (pre-AIA)  Statutory invention registration.
	35 U.S.C. 161  Patents for plants.
	35 U.S.C. 162  Description, claim.
	35 U.S.C. 163  Grant.
	35 U.S.C. 164  Assistance of the Department of Agriculture.
	35 U.S.C. 171  Patents for designs.
	35 U.S.C. 172  Right of priority.
	35 U.S.C. 172 (pre-AIA)  Right of priority.
	35 U.S.C. 173  Term of design patent.
	35 U.S.C. 181  Secrecy of certain inventions and withholding of patent.
	35 U.S.C. 182  Abandonment of invention for unauthorized disclosure.
	35 U.S.C. 183  Right to compensation.
	35 U.S.C. 184  Filing of application in foreign country.
	35 U.S.C. 184 (pre-AIA)  Filing of application in foreign country.
	35 U.S.C. 185  Patent barred for filing without license.
	35 U.S.C. 185 (pre-AIA)  Patent barred for filing without license.
	35 U.S.C. 186  Penalty.
	35 U.S.C. 187  Nonapplicability to certain persons.
	35 U.S.C. 188  Rules and regulations, delegation of power.
	35 U.S.C. 200  Policy and objective.
	35 U.S.C. 201  Definitions.
	35 U.S.C. 202  Disposition of rights.
	35 U.S.C. 202 (pre-AIA)  Disposition of rights.
	35 U.S.C. 203  March-in rights.
	35 U.S.C. 204  Preference for United States industry.
	35 U.S.C. 205  Confidentiality.
	35 U.S.C. 206  Uniform clauses and regulations.
	35 U.S.C. 207  Domestic and foreign protection of federally owned inventions.
	35 U.S.C. 208  Regulations governing Federal licensing.
	35 U.S.C. 209  Licensing federally owned inventions.
	35 U.S.C. 210  Precedence of chapter.
	35 U.S.C. 211  Relationship to antitrust laws.
	35 U.S.C. 212  Disposition of rights in educational awards.
	35 U.S.C. 251  Reissue of defective patents.
	35 U.S.C. 251 (pre-AIA)  Reissue of defective patents.
	35 U.S.C. 252  Effect of reissue.
	35 U.S.C. 253  Disclaimer.
	35 U.S.C. 253 (pre-AIA)  Disclaimer.
	35 U.S.C. 254  Certificate of correction of Patent and Trademark Office mistake.
	35 U.S.C. 255  Certificate of correction of applicant’s mistake.
	35 U.S.C. 256  Correction of named inventor.
	35 U.S.C. 256 (pre-AIA)  Correction of named inventor.
	35 U.S.C. 257  Supplemental examinations to consider, reconsider, or correct information.
	35 U.S.C. 261  Ownership; assignment.
	35 U.S.C. 262  Joint owners.
	35 U.S.C. 266  [Repealed.]
	35 U.S.C. 267  Time for taking action in Government applications.
	35 U.S.C. 271  Infringement of patent.
	35 U.S.C. 272  Temporary presence in the United States.
	35 U.S.C. 273  Defense to infringement based on prior commercial use.
	35 U.S.C. 281  Remedy for infringement of patent.
	35 U.S.C. 282  Presumption of validity; defenses.
	35 U.S.C. 283  Injunction.
	35 U.S.C. 284  Damages.
	35 U.S.C. 285  Attorney fees.
	35 U.S.C. 286  Time limitation on damages.
	35 U.S.C. 287  Limitation on damages and other remedies; marking and notice.
	35 U.S.C. 288  Action for infringement of a patent containing an invalid claim.
	35 U.S.C. 288 (pre-AIA)  Action for infringement of a patent containing an invalid claim.
	35 U.S.C. 289  Additional remedy for infringement of design patent.
	35 U.S.C. 290  Notice of patent suits.
	35 U.S.C. 291  Derived Patents.
	35 U.S.C. 291 (pre-AIA)  Interfering patents.
	35 U.S.C. 292  False marking.
	35 U.S.C. 293  Nonresident patentee; service and notice.
	35 U.S.C. 294  Voluntary arbitration.
	35 U.S.C. 295  Presumption: Product made by patented process.
	35 U.S.C. 296  Liability of States, instrumentalities of States, and State officials for infringement of patents.
	35 U.S.C. 297  Improper and deceptive invention promotion.
	35 U.S.C. 298  Advice of counsel.
	35 U.S.C. 299  Joinder of parties.
	35 U.S.C. 301  Citation of prior art and written statements.
	35 U.S.C. 302  Request for reexamination.
	35 U.S.C. 303  Determination of issue by Director.
	35 U.S.C. 304  Reexamination order by Director.
	35 U.S.C. 305  Conduct of reexamination proceedings.
	35 U.S.C. 305 (pre-AIA)  Conduct of reexamination proceedings.
	35 U.S.C. 306  Appeal.
	35 U.S.C. 307  Certificate of patentability, unpatentability, and claim cancellation.
	35 U.S.C. 311 (note)  Inter partes review applicability provisions.
	35 U.S.C. 311  Inter partes review.
	35 U.S.C. 312  Petitions.
	35 U.S.C. 313  Preliminary response to petition.
	35 U.S.C. 314  Institution of inter partes review.
	35 U.S.C. 315  Relation to other proceedings or actions.
	35 U.S.C. 316  Conduct of inter partes review.
	35 U.S.C. 317  Settlement.
	35 U.S.C. 318  Decision of the Board.
	35 U.S.C. 319  Appeal.
	35 U.S.C. 311 (pre-AIA)  Request for inter partes reexamination.
	35 U.S.C. 312 (transitional)  Determination of issue by Director.
	35 U.S.C. 313 (transitional)  Inter partes reexamination order by Director.
	35 U.S.C. 314 (pre-AIA)  Conduct of inter partes reexamination proceedings.
	35 U.S.C. 315 (pre-AIA)  Appeal.
	35 U.S.C. 316 (pre-AIA)  Certificate of patentability, unpatentability and claim cancellation.
	35 U.S.C. 317 (pre-AIA)  Inter partes reexamination prohibited.
	35 U.S.C. 318 (pre-AIA)  Stay of litigation.
	35 U.S.C. 321 (note)  Post-grant review applicability.
	35 U.S.C. 321  Post-grant review.
	35 U.S.C. 322  Petitions.
	35 U.S.C. 323  Preliminary response to petition.
	35 U.S.C. 324  Institution of post-grant review.
	35 U.S.C. 325  Relation to other proceedings or actions.
	35 U.S.C. 326  Conduct of post-grant review.
	35 U.S.C. 327  Settlement.
	35 U.S.C. 328  Decision of the Board.
	35 U.S.C. 329  Appeal.
	35 U.S.C. 351  Definitions.
	35 U.S.C. 361  Receiving Office.
	35 U.S.C. 362  International Searching Authority and International Preliminary Examining Authority.
	35 U.S.C. 363  International application designating the United States: Effect.
	35 U.S.C. 363 (pre-AIA)  International application designating the United States: Effect.
	35 U.S.C. 364  International stage: Procedure.
	35 U.S.C. 365  Right of priority; benefit of the filing date of a prior application.
	35 U.S.C. 366  Withdrawn international application.
	35 U.S.C. 367  Actions of other authorities: Review.
	35 U.S.C. 368  Secrecy of certain inventions; filing international applications in foreign countries.
	35 U.S.C. 371  National stage: Commencement.
	35 U.S.C. 372  National stage: Requirements and procedure.
	35 U.S.C. 373  [Repealed]
	35 U.S.C. 374  Publication of international application.
	35 U.S.C. 374 (pre-AIA  Publication of international application.
	35 U.S.C. 375  Patent issued on international application: Effect.
	35 U.S.C. 375 (pre-AIA)  Patent issued on international application: Effect.
	35 U.S.C. 376  Fees.
	AIA § 14 (Related to 35 U.S.C. 102, 103)  Tax strategies deemed within the prior art.
	AIA § 18 (Related to 35 U.S.C. 321)  Transitional program for covered business method patents.
	AIA § 33 (Related to 35 U.S.C. 101)  —Limitation on issuance of patents.
	18 U.S.C. 1001   Statements or entries generally.
	18 U.S.C. 2071   Concealment, removal, or mutilation generally.
	INDEX OF PATENT LAWS

