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2201 Introduction [R-07.2015]

Statutory basis for citation of prior art patents or
printed publications in patent files and ex parte
reexamination of patents became available on July
1, 1981, as aresult of new sections 301-307 of title
35, United States Code, which were added by Public
Law 96-517, enacted on December 12, 1980. The
rules of practice in patent cases relating to
reexamination were initially promulgated on April
30, 1981, at 46 FR 24179-24180 and on May 29,
1981, at 46 FR 29176-29187.
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The reexamination statute was amended on
November 2, 2002, by Public Law 107-273, 116
Stat. 1758, 1899-1906 (2002) to expand the scope
of what qualifies for a substantial new question of
patentability upon which an ex parte reexamination
may be based (see MPEP § 2242, subsection I1.A),
and made technical corrections to the statute. See
the 21st Century Depatment of Justice
Appropriations Authorization Act, TITLE IlI-
INTELLECTUAL PROPERTY, Subtitle A - Patent
and Trademark Office, Section 13105, of the " Patent
and Trademark Office Authorization Act of 2002”
- Enacted as part of Public Law 107-273 on
November 2, 2002.

On September 16, 2012, the Leahy-Smith America
InventsAct (theAlA), Public Law 112-29, 125 Stat.
284, was enacted. The AIA expanded the scope of
information that any party may cite in a patent file
to include written statements of apatent owner filed
in aproceeding before afederal court or the United
States Patent and Trademark Office (Office)
regarding the scope of any claim of the patent, and
provides for how such information may be
considered in ex parte reexamination, inter partes
review, and post grant review. The AIA aso
provided for an estoppel that may attach with respect
to the filing of an ex parte reexamination request
subsequent to a final written decision in an inter
partes review or post grant review proceeding.

The AIA also provided for a first-inventor-to-file
prior art regime to replace the first-to-invent prior
art regime, with respect to prior art available to be
applied to claims. The prior art regime under which
the application for the patent was examined (the
first-inventor-to-file prior art regime, or the
first-to-invent prior art regime) will generaly be
applied in the reexamination of the patent. However,
there are rare exceptions. For example, a situation
may arisein which abenefit claim to an application
filed before March 16, 2013, is added in a
reexamination proceeding based on an AlA patent.
If al of the claimsthat have ever been presented in
the reexamination proceeding and the underlying
patent are fully supported by the prior application
filed before March 16, 2013, and the application
which resulted in the patent subject to the
reexamination proceeding did not claim, directly or
indirectly, the benefit of an application filed in the
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United Statesthat presented at any time aclaim that
had an effective filing date on or after March 16,
2013, then the reexamination proceeding would be
examined under the pre-AlA, first to invent,
provisions.

This chapter isintended to primarily be a guide for
U.S. Patent and Trademark Office (Office) personnel
on the processing of prior art citationsand ex parte
reexamination requestsunder 35 U.S.C. 302, aswell
as handling ex parte reexamination proceedings.
Second, it serves as a guide to the forma
requirementsfor filing such documentsin the Office.
It is noted that all citations in this chapter to 35
U.S.C. discussing thefirst-to-invent prior art regime
(as opposed to the first-inventor-to-file prior art
regime) are to the relevant statute in effect prior to
March 16, 2013.

Ex Parte Reexamination Proceedings Resulting
from Supplemental Examination Proceedings:
Section 12 of the AIA added new 35 U.S.C. 257,
which providesfor aproceeding titled "supplemental
examination" that may be requested by the patent
owner to consider, reconsider, or correct information
believed to be relevant to the patent in accordance
with requirements which have been established by
the Office. The information that may be presented
in a request for supplemental examination is not
limited to patents and printed publications, and may
include, for example, issues of patentability under
35 USC. 101 and 35 U.SC. 112. If the
supplemental examination certificate, which isissued
under 35 U.S.C. 257(a), statesthat asubstantial new
question of patentability is raised by one or more
items of information in the request, ex parte
reexamination of the patent will be ordered under
35U.S.C. 257. See M PEP Chapter 2800 for guidance
on the procedures for supplemental examination
proceedings, and for procedures regarding the order
and first Office action mailed in any ex parte
reexamination proceeding ordered as a result of a
supplemental examination proceeding.

Inter Partes Reexamination Proceedings. On
November 29, 1999, the American Inventors
Protection Act of 1999 (the AIPA), Public Law
106-113 was enacted, and expanded reexamination
by providing an “ inter partes’ option. The AIPA
authorized the extenson of reexamination
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proceedings via an optional inter partes
reexamination procedure in addition to ex parte
reexamination. 35 U.S.C. 311 - 318 (in effect for
inter partes reexaminationsfiled prior to September
16, 2012) are directed to the optional inter partes
reexamination procedures. The final rules to
implement the optional inter partes reexamination
were published in the Federal Register on December
7, 2000 at 65 FR 76756 and in the Official Gazette
on January 2, 2001 at 1242 OG 12. Effective
September 16, 2012, section 6(c) of the Leahy-Smith
AmericalnventsAct (theAlA), Public Law 112-29,
125 Stat. 284, replaced the  inter partes
reexamination process that was established by the
AIPA with an inter partesreview process, such that
(on or after September 16, 2012) the Office no longer
entertains requests for inter partes reexamination

Rev. 07.2015, October 2015
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but instead accepts petitionsto conduct inter partes
review beforethe Board, where appropriate. For any
inter partes reexamination filed prior to September
16, 2012, the provisions of 35 U.S.C. 311 - 318 as
they were in effect prior to September 16, 2012,
continue to apply to the inter partes reexamination
proceedings. See MPEP Chapter 2600 for guidance
on the procedures for inter partes reexamination
proceedings, as well as with respect to an ex parte
reexamination proceeding merged (consolidated)
with an inter partes reexamination proceeding.

Flowcharts: The flowcharts show the genera
provisions of both the citation of prior art and ex
parte reexamination proceedings, including reference
to the pertinent rule sections.
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Ex Parte Reexamination - PROCEDURE FROM TIME OF APPEAL

(applicable rule section)
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CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS

2202 Citation of Prior Art and Written
Statements [R-07.2015]

35U.S.C. 301 Citation of prior art.

(8 IN GENERAL.—Any person at any time may cite to
the Office in writing—

(2) prior art consisting of patents or printed publications
which that person believesto have abearing on the patent ability
of any claim of a particular patent; or

(2) statementsof the patent owner filed in aproceeding
before a Federal court or the Office in which the patent owner
took a position on the scope of any claim of a particular patent.

(b) OFFICIAL FILE.—If the person citing prior art or
written statements pursuant to subsection (a) explainsinwriting
the pertinence and manner of applying the prior art or written
statements to at least 1 claim of the patent, the citation of the
prior art or written statements and the explanation thereof shall
become a part of the officid file of the patent.

(c) ADDITIONAL INFORMATION.—A party that submits
awritten statement pursuant to subsection (a)(2) shall include
any other documents, pleadings, or evidence from the proceeding
in which the statement was filed that addresses the written
Statement.

(d) LIMITATIONS.—A written statement submitted
pursuant to subsection (a)(2), and additional information
submitted pursuant to subsection (c), shall not be considered by
the Office for any purpose other than to determine the proper
meaning of a patent claim in a proceeding that is ordered or
instituted pursuant to section 304, 314, or 324. If any such
written statement or additional information is subject to an
applicable protective order, such statement or information shall
be redacted to exclude information that is subject to that order.

(e) CONFIDENTIALITY.—Upon the written request of
the person citing prior art or written statements pursuant to
subsection (), that person’sidentity shall be excluded from the
patent file and kept confidential.

37 CFR 1.501 Citation of prior art and written statementsin
patent files.

(8 Information content of submission: At any time during
the period of enforceability of a patent, any person may file a
written submission with the Office under this section, which is
directed to the following information:

(1) Prior art consisting of patentsor printed publications
which the person making the submission believesto have a
bearing on the patentability of any claim of the patent; or

(2) Statements of the patent owner filed by the patent
owner in a proceeding before a Federal court or the Officein
which the patent owner took a position on the scope of any claim
of the patent. Any statement submitted under this paragraph
must be accompanied by any other documents, pleadings, or
evidence from the proceeding in which the statement was filed
that address the written statement, and such statement and
accompanying information under this paragraph must be
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submitted in redacted form to exclude information subject to an
applicable protective order.

(3) Submissions under paragraph (a)(2) of this section
must identify:

(i) Theforum and proceeding in which patent
owner filed each statement;

(ii) The specific papers and portions of the papers
submitted that contain the statements; and

(iii) How each statement submitted is a statement
inwhich patent owner took a position on the scope of any claim
in the patent.

(b) Explanation: A submission pursuant to paragraph (a)
of this section:

(1) Must include an explanation in writing of the
pertinence and manner of applying any prior art submitted under
paragraph (a)(1) of this section and any written statement and
accompanying information submitted under paragraph (a)(2) of
this section to at least one claim of the patent, in order for the
submission to become a part of the official file of the patent;
and

(2) May, if the submission ismade by the patent owner,
include an explanation of how the claims differ from any prior
art submitted under paragraph (8)(1) of this section or any
written statements and accompanying information submitted
under paragraph (a)(2) of this section.

(c) Reexamination pending : If areexamination proceeding
has been requested and is pending for the patent in which the
submission isfiled, entry of the submission into the official file
of the patent is subject to the provisions of §8§ 1.502 and 1.902.

(d) Identity: If the person making the submission wishes
his or her identity to be excluded from the patent file and kept
confidential, the submission papers must be submitted
anonymously without any identification of the person making
the submission.

(e) Certificate of Service: A submission under thissection
by a person other than the patent owner must include a
certification that a copy of the submission was served in its
entirety upon patent owner at the address as provided for in §
1.33(c). A submission by a person other than the patent owner
that fails to include proper proof of service asrequired by §
1.248(b) will not be entered into the patent file.

37 CFR 1.502 Processing of prior art citations during an ex
parte reexamination proceeding.

Citations by the patent owner under § 1.555 and by an ex parte
reexamination requester under either § 1.510 or 8 1.535 will be
entered in the reexamination file during a reexamination
proceeding. The entry in the patent file of citations submitted
after the date of an order to reexamine pursuant to § 1.525 by
persons other than the patent owner, or an ex parte
reexamination requester under either § 1.510 or § 1.535, will
be delayed until the reexamination proceeding has been
terminated. See § 1.902 for processing of prior art citationsin
patent and reexamination files during an inter partes
reexamination proceeding filed under § 1.913.
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37 CFR 1.902 Processing of prior art citations during an
inter partes reexamination proceeding.

Citations by the patent owner in accordance with § 1.933 and
by an inter partes reexamination third party requester under §
1.915 or § 1.948 will be entered in the inter partes
reexamination file. The entry in the patent file of other citations
submitted after the date of an order for reexamination pursuant
to § 1.931 by persons other than the patent owner, or the third
party requester under either 8§ 1.913 or § 1.948, will be delayed
until the inter partes reexamination proceeding has been
concluded by the issuance and publication of a reexamination
certificate. See 8 1.502 for processing of prior art citations in
patent and reexamination filesduring an ex parte reexamination
proceeding filed under § 1.510.

Prior art intheform of patentsor printed publications
may be cited to the Office for placement into the
patent files. Written statements made by the patent
owner concerning the scope of the claims can also
be cited to the Office for placement into the patent
files. Submission may be made without payment of
a fee. These citations may be made separate from
and without a request for reexamination.

The basic purpose for citing prior art in patent files
is to inform the patent owner and the public in
general that such patents or printed publications are
in existence and should be considered when
evaluating the validity of the patent claims. Thebasic
purpose for citing written claim scope statementsis
to ensure that the patent owner takes consistent
positions regarding the scope of the claims of a
particular patent in the courts and the before the
Office. Placement in the patent file also ensures
consideration thereof during any subsequent reissue
application, reexamination proceeding, or other
post-patent proceeding.

The citation of prior art and written statement
provisions of 35 U.S.C. 301 and 37 CFR 1.501 do
not apply to citations or protests filed in pending
applications.

2203 PersonsWho May Cite Prior Art or
Written Statements [R-07.2015]

The patent owner, or any member of the public, may
submit prior art patents or printed publications and/or
written statements and additional information to the
Office. 35 U.S.C. 301 states that “[a]ny person at
any time may cite to the Office. . . ”

Rev. 07.2015, October 2015
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“Any person” may be a corporate or governmental
entity aswell as an individual.

“Any person” includes patentees, licensees,
reexamination requesters, real parties in interest to
the patent owner or requester, personswithout areal
interest, and personsacting for real partiesininterest
without a need to identify the real party of interest.

If a person citing prior art or written statements
desires his or her identity to be kept confidential,
such a person need not identify himself or herself.
Persons other than reexamination requesters who
desire to remain confidential are therefore advised
to not identify themselves anywhere in their papers.

For reexamination requesters, the certification
requirement of 37 CFR 1.510(b)(6), coupled with a
party’s 37 CFR 11.18 certification obligationswhen
transacting business before the Office, are considered
sufficient to ensure compliance with theinter partes
review and post grant dtatutory estoppel
requirements. A real party in interest that wishesto
remain anonymous when filing a request for
reexamination under 37 CFR 1.510 can do so by
utilizing the services of aregistered practitioner. In
such an instance, the registered practitioner
submitting arequest for reexamination on behalf of
thereal party ininterest would be certifying that the
real party in interest was not estopped from filing
therequest. Conversaly, anindividual filing arequest
for reexamination under 37 CFR 1.510 on behalf of
himself cannot remain anonymous, asheisrequired
to sign the document that includes the 37 CFR
1.510(b)(6) certification.

Confidential submissions should include proper
proof of serviceasrequired by 37 CFR 1.248(b) that
the patent owner has been sent a copy of the
submission; otherwise the submission will not be
entered into the patent file.

Patent examiners should not, at their own initiative,
create a submission under 35 U.S.C. 301 and place
it in a patent file or forward it for placement in the
patent file. Patent examiners are delegated by the
Director with the responsibility of making decisions
asto patentability. Any activity by examinerswhich
would appear to indicate that patent claims are not
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patentable, outside of those cases pending before
them, isinappropriate.

2204 Timefor Filing Prior Art or Section
301 Written Statements [R-07.2015]

Submissions may be filed “at any time” under 35
U.S.C. 301. However, this period has been defined
by rule (37 CFR 1.501(a)) to be “any time during
the period of enforceability of apatent.” The period
of enforceability is generally the length of the term
of the patent plus the 6 years under the statute of
limitations for bringing an infringement action (35
U.S.C. 286). In addition, if litigation is instituted
within the period of the statute of limitations,
submissions may be filed after the statute of
limitations has expired, as long as the patent is still
enforceable against someone. While submission
under 35 U.S.C. 301 may befiled at any time during
the period of enforceability of the patent,
submissions filed after the date of any order to
reexamine will not be entered into the patent file
until the pending reexamination proceeding has been
concluded (37 CFR 1.501(c)), unlessthe submissions
are submitted (A) by the patent owner, (B) by an ex
parte reexamination requester who also submitsthe
fee and other documents required under 37 CFR
1.510, (C) inan ex parte third party requester’sreply
under 37 CFR 1.535, or (D) as an enterable
submission pursuant to 37 CFR 1.948 in an inter
partes reexamination proceeding.

The purpose of thisruleisto prevent harassment of
the patent owner dueto frequent submissions of prior
art citations during reexamination proceedings.

2205 Content of Prior Art or Section 301
Written Statements[R-07.2015]

Information that may be submitted under 35 U.S.C.
301 is limited to prior art consisting of patents or
printed publications or written statements of the
patent owner filed in a proceeding before a federal
court or the Office by the patent owner in which the
patent owner took a position on the scope of any
claim of the patent.

Pursuant to 35 U.S.C. 301, an explanation isrequired
of how the person submitting the prior art or written
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statement considersit to be pertinent and applicable
to the patent. The submission must, at a minimum,
contain some broad statement of the pertinence and
manner of applying the prior art or written statement
submitted asto the patentability of the claims of the
patent. The explanation of how the person submitting
the prior art or written statement considers it to be
pertinent and applicable to the patent would set forth,
for at least one of the patent claims, how each item
cited shows or teaches at least one limitation of the
claim. Submissions by patent owners may aso
include an explanation of how the claims of the
patent differ from the submitted prior art or written
Statement.

Copies of al the submitted prior art patents, printed
publications or section 301 written statements and
any necessary English translation must be included
so that the value of the information may be readily
determined by persons inspecting the patent files
and by the examiner during any subsequent reissue,
reexamination proceeding, or other post patent
proceeding.

All submissions filed by persons other than the
patent owner must include proper proof of service
as required by 37 CFR 1.248(b) reflecting that a
copy of the submission has been mailed to, or
otherwise served upon, the patent owner at the
correspondence address as defined under 37 CFR

1.33(c).

All submissions filed should identify the patent to
which the citation pertains by identifying the patent
number, issue date, and patentee using a cover sheet.
The documents themselves should aso contain, or
have placed thereon, an identification of the patent
for which they are intended.

A submission that includes written statements must
also include any other additional information, e.g.
documents, pleadings, or evidence from the
proceeding, in which the statement was filed that
address the written statement, and such statement
and accompanying information under this paragraph
must be submitted in redacted form to exclude
information subject to any applicable protective
order.
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A submission that includes section 301 written
statements must, pursuant to 37 CFR 1.501(a)(3),
further include the identification of: (1) The forum
and proceeding in which patent owner filed each
statement; (2) The specific papers and portions of
the papers submitted that contain the statement; and
(3) How each statement submitted is a statement in
which patent owner took a position on the scope of
any claimin the patent. I dentification of the portions
of the papersrequired by 37 CFR 1.501(a)(3)(ii) can
be satisfied, for example, by citing to the documents
and specific pages of those documents where the
patent owner claim scope statements are found. The
requirement of 37 CFR 1.501(a)(3)(iii) ensures that
the statement isonein which patent owner hastaken
a position on claim scope in a proceeding and not
merely a restatement of a position asserted by
another party. Other information can be provided by
the submitter to assist the Office in readily
identifying the patent owner claim scope statement,
such as (1) information regarding the status of the
proceeding and (2) the relationship of the proceeding
to the patent.

Affidavits or declarations or other written evidence
relating to the submitted documents may accompany
the 37 CFR 1.501 submission to explain the contents
or pertinent dates in more detail. A commercial
success affidavit tied in with a particular document
may also be acceptable. For example, the patent
owner may wish to cite a patent or printed
publication which raises the issue of obviousness of
at least one patent claim. Together with the cited art,
the patent owner may file (A) an affidavit of
commercial success or other evidence of
nonobviousness, or (B) an affidavit which questions
the enablement of the teachings of the cited prior
art.

No feeisrequired for the submission under 37 CFR
1.501.

A submission under 37 CFR 1.501 is limited to
patents, printed publications, or patent owner written
claim scope statements, additional information and
an explanation of the pertinency and applicability
of them. This may include an explanation by the
patent owner as to how the claims differ from the
prior art patents or printed publications or written
claim scope statement and additional information.
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It may also include affidavits and declarations. The
submission cannot include any issue which is not
directed to patents, printed publications or written
claim scope statements and additional information.
Thus, for example, a submission cannot include a
statement as to the claims violating 35 U.S.C. 112,
a statement as to the public use of the claimed
invention, or a statement as to the conduct of the
patent owner. The submission must be directed to
patents, printed publications and/or written claim
scope statements and additional information and
cannot discuss what the patent owner did, or failed
to do, with respect to submitting and/or describing
patents and printed publications during examination,
because that would be a statement as to the conduct
of the patent owner. The submission a so should not
contain argument and discussion of references
previously treated in the prosecution of the
application which matured into the patent or
references previougdly treated in a reexamination
proceeding as to the patent.

If the submission contains any issue not directed to
patents, printed publications or patent owner written
claim scope statements, it should not be entered into
the patent file, despite the fact that it may otherwise
contain a complete submission of patents, printed
publications and/or written statements and additional
information with an explanation of the pertinency
and applicability. Rather, the submission should be
returned to the sender, discarded, or closed as
described in MPEP § 2206.

Examples of letters submitting prior art under
37 CFR 1.501 follow.

EXAMPLE |

Submission by athird party:

IN THE UNITED STATES PATENT AND
TRADEMARK OFFICE

In re patent of Joseph Smith Patent No. 9,999,999
Issued: July 7, 2000 For: Cutting Tool

Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner for Patents PO. Box 1450
Alexandria, VA 22313-1450

Sir:
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The undersigned herewith submitsin the
above-identified patent the following prior art
(including copies thereof) which is pertinent and
applicable to the patent and is believed to have a
bearing on the patentability of at least claims1 -3
thereof:

Weidetal. U.S. 2,585,416 April 15, 1933; McGee U.S.
2,722,794 May 1, 1934; Paulk et al. U.S. 3,625,291
June 16, 1936

Each of thereferences disclosesacutting tool strikingly
similar to the device of Smithin having pivotal handles
with cutting blades and apair of dies. It isbelieved that
each of the references has abearing on the patentability
of claims 1 — 3 of the Smith patent.

Insofar as claims 1 and 2 are concerned, each of the
references anticipates the claimed subject matter under
35U.S.C. 102. See Figure 2 and column 2 lines 20-45
of Weid et al., Figure 4 and column 3 lines 10-35 of
Paulk et ., and Figure 2 and column 2 lines 12-25 of
McGee.

Asto claim 3, only Weid et al. isarelevant primary
reference, and the differences between the subject
matter of this claim and the cutting tool of Weid et al
are shown in the device of Paulk et al. Further, Weid
et al suggests that different cutting blades can be used
in their device. A person of ordinary skill inthe art at
the time the invention was made would have been led
by the suggestion of Weid et a to the cutting blades
of Paulk et al. as obvious substitutes for the blades of
Weid et al.

Respectfully submitted, (Signed)

Certificate of Service

| hereby certify on thisfirst day of June 1982, that a
true and correct copy of the foregoing “ Submission of
Prior Art” was mailed by first-classmail, postage paid,
to:

John Roe, 555 Any Lane Anytown,VA 22202
(Signed)

/John Jones/

EXAMPLE I

Submission by the patent owner:

IN THE UNITED STATES PATENT AND
TRADEMARK OFFICE

In re patent of Joseph Smith Patent No. 9,999,999
Issued: July 7, 2000 For: Cutting Tool
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Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner for Patents PO. Box 1450
Alexandria, VA 22313-1450

Sir: The undersigned herewith submits in the above
identified patent the following prior art (including
copiesthereof) which is pertinent and applicableto the
patent and is believed to have a bearing on the
patentability of at least claims 1-3 thereof:

Weidetal. U.S. 2,585,416 April 15, 1933; McGee U.S.
2,722,794 May 1, 1934; Paulk et al. U.S. 3,625,291
June 16, 1936

Each of the referencesdisclosesacutting tool strikingly
similar to the device of Smithin having pivotal handles
with cutting blades and a pair of dies. See Figure 2 and
column 2 lines 20-45 of Weid et al., Figure 4 and
column 3 lines 10-35 of Paulk et a., and Figure 2 and
column 2 lines 12-25 of McGeg; limitations (a) — (c)
and (e) of Smith claim 1 arevisible in the figures, and
are described in the disclosures. Whileit is believed
that each of the references has a bearing on the
patentability of claims 1 — 3 of the Smith patent, the
subject matter claimed differs from the references and
is believed patentable thereover.

Insofar as claims 1 and 2 are concerned, none of the
references show the particular die (limitation (d) of
Smith claim 1) claimed and the structure of these
claimed dieswould not have been obvious to a person
of ordinary skill inthe art at thetimethe invention was
made.

Asto claim 3, only Weid et a isarelevant primary
reference, and the cutting blades required by claim 3
are shown in Paulk et al.; however, the remainder of
the claimed structureisfound only in Weid et al. A
person of ordinary skill in the art at the time the
invention was made would not have found it obvious
to substitute the cutting blades of Paulk et al. for those
of Weid et al. In fact, the disclosure of Weid et al.
would lead a person of ordinary skill in the art away
from the use of cutting blades such as shown in Paulk
etal.

Respectfully submitted,
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(Signed) John Doe Attorney for Patent Owner Reg.
No. 29760

2206 Handling of Prior Art or Section 301
Written Statements[R-07.2015]

Submissions under 37 CFR 1.501 received in the
Office will be forwarded to the Technology Center
(TC) that currently examines the class and subclass
of the patent to which the submission is directed.

It is the responsibility of the TC to promptly
determine whether the submission meets the
reguirements of the statute and the rules and to enter
it into the patent file at the appropriate timeif proper.

If a proper submission is filed after the date of an
order for reexamination, the submission will be
stored until the reexamination is concluded. Note 37
CFR 1.502 and 1.902 . After the reexamination
proceeding is concluded, the submission is entered
in the patent file. Submissionsfiled after the date of
an order for reexamination will not be considered
by the examiner during the reexamination.

I. SUBMISSION QUALIFIESFOR ENTRY UNDER
37 CFR 1.501

A. Submission by Third Party

1. Prior to Order in Any Pending Reexamination
Proceeding

If the 37 CFR 1.501 submission is proper (i.e., is
limited to patents, printed publications, and/or patent
owner written claim scope statements and additional
information and includes the requisite citation
description and information) it should be
immediately entered into the patent file.

2. After the Order in Any Pending Reexamination
Proceeding

If the 37 CFR 1.501 submissionisproper but isfiled
after an order for reexamination in a pending
reexamination, the submission is not entered at that
time because of the ongoing reexamination. It will
be stored until the conclusion of the reexamination
proceeding, after which the submission will be
entered into the patent file. The patent owner and

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

third party submitter (if known) should be alerted
of this by aletter providing notification. If thereis
a third party requester, the third party requester
should also be sent a copy of the notification letter
pursuant to 37 CFR 1.550(f). Such notification is
important to enable the patent owner to consider
submitting the prior art under 37 CFR 1.555 or 1.933
during the reexamination. Such notification will also
enable the third party submitter to consider the
desirability of filing a separate request for
reexamination. If the submission does not include
service of acopy on the patent owner and aduplicate
copy issubmitted, the duplicate copy should be sent
to the patent owner along with the notification. If a
duplicate copy is not present, no copy will
accompany the notification to the patent owner. In
this situation, the copy can be obtained from Public
PAIR by the patent owner. If the submissionincludes
service of acopy onthe patent owner, the submission
remains closed (i.e., is stored), but is not entered in
the patent file until the reexamination is concluded.
The patent owner and third party submitter (if
known) should be given notice of this action.

B. Submission Filed by Patent Owner

If aproper 37 CFR 1.501 submission isfiled by the
patent owner, it should be entered in the file. This
is true whether the submission is filed prior to or
after an order for reexamination has been mailed.
No notification to the patent owner is necessary.

Il. SUBMISSION DOESNOT QUALIFY FOR
ENTRY UNDER 37 CFR 1.501

A. Submission by Third Party

If the 37 CFR 1.501 submission is not proper
because it is not limited to patents, printed
publications, and/or patent owner written claim scope
statements and additional information or it fails to
include the requisite description and information or
proof of service, it will not be entered into the patent
file. The third party submitter (if known) and the
patent owner may, as described below, be notified
that the citation submission is improper and that it
is not being entered in the patent file. The handling
of the submission will vary depending on the
particular following situations:
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1. Serviceof Copy Included

Where the submission includes an indication of
service of copy on the patent owner or a satisfactory
showing that none of the modes of service set forth
in 37 CFR 1.248(a) are practicable, and the identity
of the third party sender is known, the origina
submission should be returned to the third party
sender, discarded, or closed if inadvertently entered
into the file, and the third party submitter will be
notified. Patent owner should be notified of
non-entry.

2. Service of Copy Not Included; Identity of Third
Party Sender Known

Where the submission does not include anindication
of service on the patent owner or a satisfactory
showing that none of the modes of service set forth
in 37 CFR 1.248(a) are practicable, and the identity
of thethird party submitter isknown, the submission
should be returned to the third party submitter,
discarded, or closed if inadvertently entered into the
file, and the third party submitter will be notified.
Patent owner will not be notified.

3. Service of Copy Not Included; Identity of Third
Party Sender Not Known

Where the submission does not include an indication
of service on the patent owner or a satisfactory
showing that none of the modes of service set forth
in 37 CFR 1.248(a) are practicable, and the identity
of thethird party submitter isnot known, the original
submission papers will be discarded. Patent owner
will not be notified.

B. Citation Filed by the Patent Owner

If an improper submission under 37 CFR 1.501 is
filed by the patent owner prior to an order for
reexamination, it should not be entered in thefile.

The patent owner should be notified of the non-entry,
and the submission should be returned to the patent
owner, discarded, or closed if inadvertently entered
in the file. Proper submissions filed by the patent
owner in areexamination proceeding after an order
for reexamination should be entered in the file under
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37 CFR 1.555 (for ex parte reexamination) or under
37 CFR 1.933 (for inter partes reexamination).

2207 Entry of Court Decision in Patent File
[R-07.2015]

The Solicitor’s Office processes notices required
by 35 U.S.C. 290, received from the clerks of the
various courts in the United States, and has them
entered in the patent file. However, it is considered
desirable that the entire court decision be supplied
to the Office for entry into the patent file.
Accordingly, the Officewill accept a any timefrom

any party for placement in the patent file,
submissions of the following: copies of notices of
suits, copies of notices regarding other proceedings
involving the patent and copies of decisions from
litigation or other proceedings involving the patent.
The Office will accept for entry into the patent file
other court papers, or papersfiled in the court, from
litigation or other proceedings involving the patent.
The decisions from litigation or other proceedings
include final court decisions (even if the decisionis
still appealable), decisions to vacate, decisions to
remand, and decisions as to the merits of the patent
claims. Non-merit decisions (e.g., on motions for a
new venue, a new trial/discovery date, or sanctions)
will not be entered and will be expunged from the
patent file by closing the appropriate paper if they
were entered before recognizing their nature. Further,
papers filed in the court from litigation or other
proceedings involving the patent will not be entered
into the patent file (and will be expunged if already
entered) if they provide a party’s arguments (e.g., a
memorandum in support of summary judgment). I
the argument has an entry right in the reexamination
proceeding, it must be submitted via the proper
procedural vehicle (provision(s) of the rules) that
provides for their entry. It is not required nor is it
permitted that parties submit copies of copending
reexamination proceedings and applications (which
copies can be mistaken for a new request/filing);
rather, submitters may provide a notice identifying
the application/proceeding number and its status.
Any submission that is not permitted entry will be
returned, expunged, or discarded, at the sole
discretion of the Office.

It is noted that if the Office, in its sole discretion,
deemsthe volume of the papersfiled from litigation
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or other proceedings to be too lengthy, the Office
may return, expunge, or discard, at its solediscretion,
all or part of the submission. In such an instance, a
party may limit the submission in accordance with
what is deemed relevant, and resubmit the papers.
Such submissions must be provided without
additional comment. Persons making such
submissions must limit the submission to the
notification and not include further arguments or
information. Highlighting of certain text by
underlining, fluorescent marker, etc., goes beyond
bare notice of the prior or concurrent proceedings.
Any proper submission will be promptly placed on
record (entered) in the patent file. Entry of these
submissions is performed by the Files Repository
personnel, unless a reexamination proceeding is
pending, in which case, the Central Reexamination
Unit, the Technology Center, or other area of the
Office having responsibility for the reexamination
enters the submission.

Itisto befurther noted that 35 U.S.C. 290 isdirected
to “courts of the United States” Accordingly, any
submission of papersfrom acourt outside the United
States (a foreign jurisdiction) will be returned,
expunged or discarded, at the sole discretion of the
Office.

Where a request for reexamination has been filed,
see MPEP § 2282 for ex parte reexamination and
MPEP § 2686 for inter partes reexamination. See
MPEP § 2240 and § 2242 for handling of requests
for ex parte reexamination of patents involved in
litigation. See MPEP § 2640 and § 2642 for handling
of requestsfor inter partesreexamination of patents
involved in litigation.

2208 Serviceof Prior Art or Section 301
Written Statements on Patent Owner
[R-07.2015]

A copy of any submission of prior art patents, printed
publications, and/or section 301 written statements
and additional information in a patent file by a
person other than the patent owner must be served
on the patent owner so that the patent owner is kept
fully informed as to the content of his or her patent
file wrapper/file history. See MPEP_§ 2206 for
handling of prior art citations and written statements
under 35 U.S.C. 301 .

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

The serviceto the patent owner should be addressed
to the correspondence address as set forth in 37 CFR
1.33(c). See MPEP § 2222 asto the correspondence
address.

A submission by a person other than the patent
owner that fails to include proper proof of service
as required by 37 CFR 1.248(b) or a satisfactory
showing that none of the modes of service set forth
in 37 CFR 1.248(a) are practicable will not be
entered into the patent file.

2209 Ex Parte Reexamination [R-07.2015]

Proceduresfor reexamination of issued patents began
on July 1, 1981, the date when the reexamination
provisions of Public Law 96-517 came into effect.

The reexamination statute, 35 U.S.C. 302, and rules
permit any person to file a request for an ex parte
reexamination containing certain elements and the
fee required under 37 CFR 1.20(c)(1). The Office
initially determines if “a substantial new question
of patentability” (35 U.S.C. 303(a)) is presented. If
such a new question has been presented,
reexamination will be ordered. The reexamination
proceedings which follow the order for
reexamination are very similar to regular
examination procedures in patent applications,
however, there are notable differences. For example,
there are certain limitations as to the kind of
rejections which may be made in a reexamination
ordered under 35 U.S.C. 304, specia reexamination
forms to be used, and time periods set to provide
“special dispatch.” When the prosecution of a
reexamination proceeding is terminated, a
reexamination certificate is issued which indicates
the status of all claimsfollowing the reexamination.

The following sections of this chapter explain the
details of reexamination.

Theintent of the reexamination procedures covered
in this chapter include the following:

(A) To provide proceduresfor reexamination of
patents,

(B) To implement reexamination in an
essentially ex parte manner;
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(C) To minimize the processing costs and
complexities of reexamination;

(D) To maximize respect for the reexamined
patent;

(E) To provide proceduresfor prompt and timely
determinations by the Office in accordance with the
“gspecial dispatch” requirements of 35 U.S.C. 305.

Thebasic characteristicsof ex parte reexamination
are asfollows:

(A) Anyone can request reexamination at any
time during the period of enforceability of the patent;

(B) In ex parte reexaminations ordered under
35 U.S.C. 304, prior art considered during
reexamination islimited to prior art patents or
printed publications applied under the appropriate
parts of 35 U.S.C. 102 and 103.Patents may also be
applied in adouble patenting rejection as discussed
in MPEP § 2258 subsection |.D. (However, in ex
parte reexaminations ordered under 35 U.S.C. 257,
the prior art considered during reexamination is not
limited. See MPEP § 2801);

(C) A substantial new question of patentability
must be present for reexamination to be ordered;

(D) If ordered, the actual reexamination
proceeding is ex partein nature;

(E) Decision on arequest for reexamination
submitted under 35 U.S.C. 302 must be made no
later than 3 months from itsfiling, and the remainder
of the proceeding must proceed with “special
dispatch” within the Office. (Similarly, adecision
on areguest for supplemental examination submitted
under 35 U.S.C. 257 must be made no later than 3
months from its filing (see MPEP § 2815), and any

ex parte reexamination proceeding ordered as a
result of a supplemental examination proceeding
must proceed with “special dispatch” within the
Office);

(F) If ordered, areexamination proceeding will
normally be conducted to its conclusion and the
issuance of areexamination certificate;

(G) The scope of aclaim cannot be enlarged by
amendment;

(H) All reexamination and patent files are open
to the public, but see paragraph (1) below;

(I The reexamination file is scanned into IFW
to provide an electronic format copy of thefile. All
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public access to and copying of the reexamination
file may be made from the electronic format copy
available through PAIR. Any remaining paper files
are not avail ableto the public. Images of non-patent
literature (NPL) cited in publicfilesare not available
for either viewing or downloading through Public
PAIR. Certified copies of the full contents of the
files, including NPL, are available from the Office
of Public Records, and may be ordered online at

Www.uspto.gov.

For a discussion of public access to papers filed in
a supplemental examination proceeding, see MPEP
8§ 2803.02.

Parties are cautioned that the reexamination statute,
regulations, and published examining procedures do
not countenance so-called “litigation tactics’ in
reexamination proceedings. The parties are expected
to conduct themselves accordingly. For example, it
Is expected that submissions of papers that are not
provided for in the reexamination regul ations and/or
appear to be excluded by the regulation will either
be filed with an appropriate petition to accept the
paper and/or waive the regulation(s), or not filed at
al. Parties are advised that multiple submissions,
such as areply to a paper opposing a petition and a
sur-reply directed to such a reply are not provided
for in the reexamination regulations or examining
procedures. It isexpected that the partieswill adhere
to the provisions of 37 CFR 11.18(b) throughout the
course of areexamination proceeding.

2210 Request for Ex Parte Reexamination
under 35 U.S.C. 302 [R-07.2015]

35U.S.C. 302 Request for reexamination.

Any person at any time may file arequest for reexamination by
the Office of any claim of a patent on the basis of any prior art
cited under the provisions of section 301. The request must be
in writing and must be accompanied by payment of a
reexamination fee established by the Director pursuant to the
provisions of section 41. The request must set forth the
pertinency and manner of applying cited prior art to every claim
for which reexamination is requested. Unless the requesting
person is the owner of the patent, the Director promptly will
send a copy of the request to the owner of record of the patent.

37 CFR 1.510 Request for ex parte reexamination.
(a) Any person may, at any time during the period of
enforceability of a patent, file arequest for an ex parte

reexamination by the Office of any claim of the patent on the
basis of prior art patents or printed publications cited under §
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1.501, unless prohibited by 35 U.S.C. 315(¢e)(1) or 35 U.S.C.
325(e)(1). The request must be accompanied by the fee for
reguesting reexamination set in § 1.20(c)(1).

(b) Any request for reexamination must include the
following parts:

(1) A statement pointing out each substantial new
question of patentability based on prior patents and printed
publications.

(2) Anidentification of every claim for which
reexamination is requested, and a detailed explanation of the
pertinency and manner of applying the cited prior art to every
claim for which reexamination is requested. For each statement
of the patent owner and accompanying information submitted
pursuant to § 1.501(a)(2) which isrelied upon in the detailed
explanation, the request must explain how that statement isbeing
used to determine the proper meaning of a patent claimin
connection with the prior art applied to that claim and how each
relevant claim is being interpreted. If appropriate, the party
reguesting reexamination may aso point out how claims
distinguish over cited prior art.

(3) A copy of every patent or printed publication relied
upon or referred to in paragraph (b)(1) and (2) of this section
accompanied by an English language translation of all the
necessary and pertinent parts of any non-English language patent
or printed publication.

(4) A copy of the entire patent including the front face,
drawings, and specification/claims (in double column format)
for which reexamination is requested, and a copy of any
disclaimer, certificate of correction, or reexamination certificate
issued in the patent. All copies must have each page plainly
written on only one side of a sheet of paper.

(5) A certification that a copy of the request filed by a
person other than the patent owner has been served initsentirety
on the patent owner at the address as provided for in § 1.33(c).
The name and address of the party served must be indicated. If
service was not possible, a duplicate copy must be supplied to
the Office.

(6) A certification by the third party requester that the
statutory estoppel provisionsof 35 U.S.C. 315(e)(1) or 35 U.S.C.
325(€e)(1) do not prohibit the requester from filing the ex parte
reexamination request.

(c) If therequest does not include the fee for requesting ex
parte reexamination required by paragraph (a) of this section
and meet al the requirements by paragraph (b) of this section,
then the person identified as requesting reexamination will be
so notified and will generally be given an opportunity to
compl ete the request within a specified time. Failure to comply
with the notice will result in the ex parte reexamination request
not being granted afiling date, and will result in placement of
therequest in the patent file as a citation if it complies with the
requirements of § 1.501.

(d) Thefiling date of the request for ex parte
reexamination is the date on which the request satisfies all the
reguirements of this section.

(e) A request filed by the patent owner may include a
proposed amendment in accordance with § 1.530.
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(f) If arequest isfiled by an attorney or agent identifying
another party on whose behalf the request is being filed, the
attorney or agent must have a power of attorney from that party
or be acting in a representative capacity pursuant to § 1.34.

Any person, a any time during the period of
enforceability of a patent, may file a request for ex
parte reexamination by the U.S. Patent and
Trademark Office of any claim of the patent based
on prior art patents or printed publications, unless
prohibited by the estoppel provisions of AIA 35
U.S.C. 315(e)(1) or 35 U.S.C. 325(e)(1). The
estoppel provisions of AIA 35 U.S.C. 315(e)(1) or
35U.S.C. 325(e)(1) are based on inter partes review
and post grant review, respectively, and they only
prohibit the filing of a subsequent request for ex
parte reexamination, once estoppel attaches; there
is no estoppel as to the Office maintaining an
existing ex parte reexamination proceeding. The
request must include the elements set forth in 37
CFR 1.510(b) (see MPEP_§ 2214) and must be
accompanied by the fee as set forth in 37 CFR
1.20(c)(1). If a request filed by the patent owner
includes a proposed amendment in accordance with
37 CFR 1.530, excess claims fees under 37 CFR
1.20(c)(3) and (c)(4) may also apply; see MPEP §
2250.03. No attempt will be made to maintain a
requester’s name in confidence.

After the request for reexamination, including the
entire fee for requesting reexamination, is received
in the Office, no abandonment, withdrawal, or
striking of the request is possible, regardless of who
requests the same. In some limited circumstances,
such as after afinal court decision where all of the
clamsarefinaly heldinvalid, areexamination order
may be vacated if the decision was rendered prior
to the order, and the reexamination may be
terminated if the decision was rendered subsequent
to the order, see MPEP § 2286.

2211 Timefor Requesting Ex Parte
Reexamination under 35 U.S.C. 302
[R-07.2015]

Under 37 CFR 1.510(a), any person may, at any time
during the period of enforceability of a patent, file
arequest for ex parte reexamination. This period
was set by rule, since the Office considered that
Congress could not have intended expending Office
resources on deciding patent validity questions in
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patents which cannot be enforced. See Patlex Corp.
v. Mossinghoff, 758 F.2d 594, 225 USPQ 243, 249
(Fed. Cir. 1985). The period of enforceability is
generally determined by adding 6 years to the date
on which the patent expires but the period may be
extended if there is pending litigation. Specificaly,
if litigation is instituted within the period of the
statute of limitations, requests for reexamination
may be filed after the statute of limitations has
expired, as long as the patent is still enforceable.

The patent expiration date for a utility patent, for
example, is determined by taking into account the
term of the patent, whether maintenance fees have
been paid for the patent, whether any disclaimer was
filed as to the patent to shorten its term, any patent
term extensions or adjustmentsfor delayswithin the
Office under 35 U.S.C. 154 (see MPEP § 2710, et
seq.), and any patent term extensions available under
35 U.S.C. 156 for premarket regulatory review (see
MPEP_§ 2750 et. seq.). Any other relevant
information should also be taken into account.

2212 PersonsWho May File a Request for
Ex Parte Reexamination under 35 U.S.C. 302
[R-07.2015]

37 CFR 1.510 Request for ex parte reexamination.

(8 Any person may, at any time during the period of
enforceability of a patent, file arequest for an ex parte
reexamination by the Office of any claim of the patent on the
basis of prior art patents or printed publications cited under §
1.501, unless prohibited by 35 U.S.C. 315(e)(1) or 35 U.S.C.
325(e)(1). The request must be accompanied by the fee for
requesting reexamination set in 8 1.20(c)(1).

*kkk*k

35 U.S.C. 302 and 37 CFR 1.510(a) both indicate
that “any person” may file a request for ex parte
reexamination of apatent, unless prohibited by AIA
35 U.SC. 315(e)(1) or 35 U.S.C. 325(e)(1).
Accordingly, there are no types of “persons’ who
are excluded from being able to seek reexamination
under 35 U.S.C. 302. Corporations and/or
governmental entities are included within the scope
of theterm “any person.” The only “person” whois
barred from filing a request for ex parte

reexamination of a patent under 35 U.S.C. 302 is
one who is barred from doing so by the estoppel
provisionsof AIA 35U.S.C. 315(e)(1) or 35 U.S.C.
325(e)(1) based on inter partes review and post
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grant review, respectively, once the estoppel
attaches. The patent owner can ask for reexamination
which will be limited to an ex parte consideration
of prior art patents or printed publications. If the
patent owner wishes to have a wider consideration
of issues by the Office, including matters such as
prior public use or on sale, the patent owner may
file areissue application (see, e.g., MPEP § 1401 -
§ 1403), or, where appropriate, a supplemental
examination proceeding (see, e.qg., MPEP § 2801 —
§ 2803). It is also possible for the Director of the
Office to initiate reexamination on the Director’'s
own initiative under 37 CFR 1.520. Some of the
personslikely to use reexamination under 35 U.S.C.
302 are patentees, licensees, potential licensees,
attorneys without identification of their real client
in interest, infringers, potential exporters, patent
litigants, interference applicants, and International
Trade Commission respondents. The name of the
person who files the request will not be maintained
in confidence.

2212.01 Inquiriesfrom Persons Other Than
the Patent Owner [R-11.2013]

Examiners should not discuss or answer inquiries
fromthird parties (i.e., partieswho are not the patent
owner) in reexamination proceedings. A party who
is not the patent owner should be referred by the
examiner to the Technology Center (TC) Quality
Assurance  Specidist  (QAS) or Centra
Reexamination Unit (CRU) Supervisory Patent
Reexamination Specialist (SPRS) for the examiner’'s
art unit. The CRU SPRS or TC QAS will address
any such questions. Only questions on_strictly
procedural matters, i.e., not directed to any specific
reexamination proceeding, may be discussed by the
CRU SPRS or TC QAS with that party.

Employees of the Office, particularly patent
examinerswho conducted aconcluded reexamination
proceeding, should not discuss or answer inquiries
from any person outside the Office as to whether a
certain reference or other particular evidence was
considered during the proceeding and whether a
claim would have been allowed over that reference
or other evidence had it been considered during the
proceeding.
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Patent practitioners must not make improper
inquiries of members of the patent examining corps
and the Office as a whole. See 37 CFR 11.804.
Inquiriesfrom members of the public relating to the
matters discussed above must, of necessity, be
refused and such refusal should not be considered
discourteous or an expression of opinion by the
Office as to the validity, patentability, or
enforceability of the patent.

The definitions set forth in 37 CER 104.1 and the
exceptionsin 37 CFR 104.21 are applicable to this
section.

2213 Representative of Requester
[R-07.2015]

37 CFR 1.510 Request for ex parte reexamination.

*kkkk

(f) If arequest isfiled by an attorney or agent identifying
another party on whose behalf the request is being filed, the
attorney or agent must have a power of attorney from that party
or be acting in a representative capacity pursuant to § 1.34.

Where an attorney or agent files a request for an
identified client (the reguester), he or she may act
under either a power of attorney from the client, or
act in arepresentative capacity under 37 CFR 1.34,
see 37 CFR 1.510(f). While the filing of the power
of attorney is desirable, processing of the
reexamination request will not be delayed duetoits
absence.

In order to act in arepresentative capacity under 37
CFER 1.34, an attorney or agent must set forth hisor
her registration number, his or her name, and his or
her signature. In order to act under a power of
attorney from arequester, an attorney or agent must
be provided with a power of attorney. 37 CFR
1.32(c) providesthat a“ power of attorney may only
name as representative” the inventors or registered
patent practitioners. Thus, an attorney or agent
representing arequester must be a registered patent
practitioner.

If any question of authority to act israised, proof of
authority may be required by the Office.

All correspondence for a reguester that is not the
patent owner is addressed to the representative of
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the requester, unless a specific indication is made to
forward correspondence to another address.

If the request is filed by a person on behalf of the
patent owner, correspondencewill bedirected to the
patent owner at the address as indicated in 37 CFR
1.33(c), regardless of the address of the person filing
the request. See MPEP § 2222 for a discussion of
who receives correspondence on behalf of a patent
owner and how changes in the correspondence
address are to be made.

A patent owner may not be represented during a
reexamination proceeding by any person who is not
registered to practice before the Office, since those
individuals are prohibited by 37 CFR 1.33(c) from
signing amendments and other papers filed in a
reexamination proceeding on behalf of the patent
owner.

2214 Content of Request for Ex Parte
Reexamination Filed under 35 U.S.C. 302
[R-07.2015]

37 CFR 1.510 Reguest for ex parte reexamination.

(@) Any person may, at any time during the period of
enforceability of a patent, file arequest for an ex parte
reexamination by the Office of any claim of the patent on the
basis of prior art patents or printed publications cited under §
1.501, unless prohibited by 35 U.S.C. 315(e)(1) or 35 U.S.C.
325(e)(1). The request must be accompanied by the fee for
requesting reexamination set in § 1.20(c)(1).

(b) Any request for reexamination must include the
following parts:

(1) A statement pointing out each substantial new
question of patentability based on prior patents and printed
publications.

(2) Anidentification of every claim for which
reexamination is requested, and a detailed explanation of the
pertinency and manner of applying the cited prior art to every
claim for which reexamination is requested. For each statement
of the patent owner and accompanying information submitted
pursuant to § 1.501(a)(2) which is relied upon in the detailed
explanation, the request must explain how that statement isbeing
used to determine the proper meaning of a patent claimin
connection with the prior art applied to that claim and how each
relevant claim is being interpreted. If appropriate the party
reguesting reexamination may also point out how claims
distinguish over cited prior art.

(3) A copy of every patent or printed publication relied
upon or referred to in paragraph (b)(1) and (2) of this section
accompanied by an English language translation of al the
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necessary and pertinent parts of any non-English language patent
or printed publication.

(4) A copy of the entire patent including the front face,
drawings, and specification/claims (in double column format)
for which reexamination is requested, and a copy of any
disclaimer, certificate of correction, or reexamination certificate
issued in the patent. All copies must have each page plainly
written on only one side of a sheet of paper.

(5) A certification that a copy of the request filed by a
person other than the patent owner has been served initsentirety
on the patent owner at the address as provided for in § 1.33(c).
The name and address of the party served must be indicated. If
service was not possible, a duplicate copy must be supplied to
the Office.

(6) A certification by the third party requester that the
statutory estoppel provisionsof 35 U.S.C. 315(€)(1) or 35 U.S.C.
325(€)(1) do not prohibit the requester from filing the ex parte
reexamination request.

*kkkk

37 CFR 1.510(a) requires the payment of the fee
specified in 37 CFR 1.20(c)(1) for a request for
reexamination filed under 35 U.S.C. 302 . See M PEP
§2215. If arequest filed under 35 U.S.C. 302 by the
patent owner includes a proposed amendment in
accordance with 37 CFR 1.530, excess claims fees
under 37 CFR 1.20(c)(3) and (c)(4) may also apply;
see MPEP § 2250.03.

37 CFR 1.510(b) setsforth the required elements of
arequest for ex parte reexamination. The elements
are asfollows:

“(1) a statement pointing out each substantial
new question of patentability based on prior
patents and printed publications.”

This statement should clearly point out what the
requester considersto bethe substantial new question
of patentability which would warrant a
reexamination. The cited prior art should be listed
on aform PTO/SB/08A or 08B, or PTO/SB/42 (or
on aform having aformat equivalent to one of these
forms) by the requester. See also MPEP § 2217.

A reguest for reexamination must assert asubstantial
new question of patentability. For each identified
substantial new question of patentability and each
identified proposed ground of rejection, the request
must explain how the cited documentsidentified for
that  substantial new question  of
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patentability/proposed ground of rejection raise a
substantial new question of patentability. See M PEP
8§ 2216. A reguester must not, in a request for
reexamination, argue that the submitted references
do not raise a substantial new question of
patentability, and that no order for reexamination
should be issued.

“(2) Anidentification of every claim for which
reexamination is requested, and a detailed
explanation of the pertinency and manner of
applying the cited prior art to every claim for
which reexamination is requested. For each
statement of the patent owner and
accompanying information submitted pursuant
to 8 1.501(a)(2) which is relied upon in the
detailed explanation, the request must explain
how that statement is being used to determine
the proper meaning of a patent clam in
connection with the prior art applied to that
claim and how each relevant claim is being
interpreted. If appropriate, the party requesting
reexamination may also point out how claims
distinguish over cited prior art.”

The request must identify each substantial new
question of patentability raised and proposed ground
of rejection separately. The request must apply all
of the cited prior art to the claims for which
reexamination is requested. For each identified
substantial new question of patentability and each
identified proposed ground of rejection, the request
must explain how the cited documentsidentified for
that substantial new  question  of
patentability/proposed ground of rejection are
applied to meet or teach the patent claim limitations
to thus establish the identified substantial new
question of patentability or proposed ground of
rejection. See MPEP 8§ 2217. If the request is filed
by the patent owner, he or she may al so indicate how
the claims distinguish from the cited prior art patents
and printed publications. If any statement of the
patent owner submitted pursuant to 37 CFR
1.501(a)(2) isrelied upon in the detailed explanation,
requester must explain how that statement is being
used to determine the proper meaning of a patent
claim in connection with prior art applied to that
claim. 37 CFR 1.510(b)(2) requiresthat the “ detailed
explanation” of applying prior art provided in the
request for ex parte reexamination must explain
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how each patent owner claim scope statement is
being used to determine the proper meaning of each
patent claim in connection with the prior art applied
to that claim. The explanation will be considered by
the Office during the examination stage, if
reexamination is ordered. At the order stage, the
Office will not consider any patent owner claim
scope statement discussed in the detailed explanation
of the request. See 35 U.S.C. 301(d).

“(3) A copy of every patent or printed
publication relied upon or referred to in
paragraph (b)(1) and (2) of this section
accompanied by an English languagetrandation
of all the necessary and pertinent parts of any
non-English language patent or printed
publication.”

A copy of each cited patent or printed publication,
as well as a trandation of each non-English
document (or atrandation of at least the portion(s)
relied upon) is required so that all materials will be
available to the examiner for full consideration. A
listing of the patents and printed publications as
provided for in 37 CFR 1.98 must al so be provided.
A comprehensive listing is required, since the
identification of the cited art in reexamination by
the requester isno lessimportant than that of a patent
owner or applicant, and furthers the statutory
mandate of 35 U.S.C. 305 that reexamination
proceedings must be “conducted with special
dispatch within the Office.” The requirement for the
submission of a copy of every patent or printed
publication relied upon or referred to in the request,
pursuant to 37 CFR 1.510(b)(3), is waived to the
extent that copies of U.S. patents and U.S. patent
application publications which are relied upon or
referred to in the request are not required to be
submitted with the request, unless specifically
required by the Office. See MPEP § 2218.

“(4) A copy of the entire patent including the
front face, drawings, and specification/claims
(in double column format) for which
reexamination is requested, and a copy of any
disclaimer, certificate of correction, or
reexamination certificate issued in the patent.
All copies must have each page plainly written
on only one side of a sheet of paper.”

Rev. 07.2015, October 2015
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A copy of the patent, for which reexamination is
reguested, should be provided with the specification
and claims submitted in a double column format.
The drawing pages of the printed patent are
presented as they appear in the printed patent; the
same is true for the front page of the patent. Thus,
afull copy of the printed patent (including the front
page) can be used to provide the abstract, drawings,
specification, and claims of the patent for the
reexamination request. The printed patent is to be
reproduced on only one side of the paper; atwo sided
copy of the patent is not proper. See MPEP § 2219.

Any disclaimer, certificate of correction, or
reexamination certificate issued in the patent
becomes a part of the patent. Thus, a copy of each
must be supplied in order to provide the complete
patent. The copy must have each page plainly written
on only one side of a sheet of paper.

“(5) A certification that a copy of the request
filed by a person other than the patent owner
has been served in its entirely on the patent
owner at the address as provided for in §
1.33(c). The name and address of the party
served must be indicated. If service was not
possible, a duplicate copy must be supplied to
the Office”

If the request is filed under 35 U.S.C. 302 by a
person other than the patent owner, a certification
that a copy of the request papers has been served on
the patent owner must beincluded. The certification
must set forth the name and address employed in
serving the patent owner. If servicewas not possible
after a reasonable effort to do so, a duplicate copy
of the request must be supplied to the Office together
with a cover letter including an explanation of what
effort was made to effect service, and why that effort
was not successful. To avoid the possibility of the
Office erroneoudy charging a duplicate filing fee,
reguesters are strongly encouraged to clearly word
the cover letter by stating, for example, in bold print
in the heading “Duplicate Copy of Request Filed
under 37 CFR 1.510(b)(5) When Service on the
Patent Owner Was Not Possible” The request
should be as complete as possible, since thereisno
guarantee that the examiner will consider other prior
art when making the decision on the request. Also,
this may be the third party requester's only
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opportunity to participate in the proceeding since,
if no statement under 37 CFR 1.530(b) is filed by
the patent owner, no later reply under 37 CFR 1.535
or other submission may befiled by the requester in
the ex parte reexamination proceeding. See also
M PEP § 2220.

“(6) A certification by the third party requester
that the statutory estoppel provisions of 35
U.S.C. 315(e)(1) or 35 U.S.C. 325(e)(1) do not
prohibit the requester from filing the ex parte
reexamination request.”

37 CFR 1.510(b)(6) requiresthat the request contain
a certification by the third party requester that the
statutory estoppel provisionsof inter partesreview
and post grant review do not bar the third party from
reguesting ex parte reexamination under 35 U.S.C.
302 . The basis for this requirement is the estoppel
provisions of inter partes review and post grant
review providedin AIA 35 U.S.C. 315(e)(1) and 35
U.S.C. 325(e)(1), respectively, which identify when
a petitioner for inter partes review or post grant
review, or a real party in interest or privy of the
petitioner, may not file a request for ex parte
reexamination.

The rules do not requireex parte reexamination
regquesters to identify themselves upon the filing of
the request under 35 U.S.C. 302 . The certification
requirement of 37 CFR 1.510(b)(6), coupled with a
party’s 37 CFR 11.18 certification obligationswhen
transacting business before the Office, are considered
sufficient to ensure compliance with theinter partes
review and post grant statutory estoppel
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requirements. A real party in interest that wishesto
remain anonymous when filing a request for
reexamination under 37 CFR 1.510 can do so by
utilizing the services of aregistered practitioner. In
such an instance, the registered practitioner
submitting arequest for reexamination on behalf of
thereal party ininterest would be certifying that the
real party in interest was not estopped from filing
therequest. Conversaly, anindividual filing arequest
for reexamination under 37 CFR 1.510 on behalf of
himself cannot remain anonymous, asheisrequired
to sign the document that includes the 37 CFR
1.510(b)(6) certification.

In order to obtain a reexamination filing date, the
request papers must include the fee for requesting
ex parte reexamination required by 37 CFR 1.510(a)
and all of the parts required by 37 CFR 1.510(b).
Request papers that fail to satisfy all the
requirements of 37 CFR 1.510(a) and (b) are
incomplete and will not be granted afiling date. See
MPEP § 2227.

An application datasheet (ADS) under 37 CFR 1.76
cannot be submitted in a reexamination proceeding
except as provided in MPEP § 2258.02.

Form PTO/SB/57 should be helpful to personsfiling
requests for reexamination under 37 CFR 1.510 .
The use of this form as the transmittal form and
cover sheet of a request for reexamination is
encouraged, but its use is not a requirement of the
law nor the rules. Immediately following is aform
PTO/SB/57 and a sample of a request for
reexamination that would be attached to the form
PTO/SB/57 cover shest.
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PTO/SB/57 (09-14)
Approved for use through 07/31/2015. OMB 0651-0064
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paeerwork Reducti_an Act of 1995, no persons are required to resiond to a collection of information unless it diselaxs a valid OMB control number.
{Also referred to as FORM PTQ-1465)

REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM

Address to:

Mail Stop Ex Parte Reexam
Commissioner for Patents Attorney Docket No.:
P.O. Box 1450

Alexandria, VA 22313-1450 Date:

1. |:| This is a request for ex parte reexamination pursuant to 37 CFR 1.510 of patent number
issued . The request is made by:

|:| patent owner. |:| third party requester.

2. I:lThe name and address of the person requesting reexamination is:

3. Requester asserts |:| small entity status (37 CFR 1.27) or |:| certifies micro entity status (37 CFR 1.29). Only a
patent owner requester can certify micro entity status. Form PTO/SB/15A or B must be attached to certify micro
entity status.

4. I:l a. A check in the amount of § is enclosed to cover the reexamination fee, 37 CFR 1.20(c)(1);

I:I b. The Director is hereby authorized to charge the fee as set forth in 37 CFR 1.20(c)(1)
to Deposit Account No. ;

I:l c. Payment by credit card. Form PTO-2038 is attached; or
I:I d. Payment made via EFS-Web.

5 I:l Any refund should be made by [_]check or [_]credit to Deposit Account No.
37 CFR 1.28(c). If payment is made by credit card, refund must be to credit card account.

6. I:l A copy of the patent to be reexamined having a double column format on one side of a separate paper is
enclosed. 37 CFR 1.510(b)(4).

7. I:l CD-ROM or CD-R in duplicate, Computer Program {Appendix) or large table
I:l Landscape Table on CD

8. I:I Nucleotide and/or Amino Acid Sequence Submission
If applicable, ftems a. — ¢. are required.

a.[_] Computer Readable Form (CRF)

b. Specification Sequence Listing on:
i. [] co-rom (2 copies) or CD-R (2 copies); or
i. [ paper

c.[] Statements verifying identity of above copies

9. I:I A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patent is included.

10. l:l Reexamination of claim(s) is requested.

11. I:l A copy of every patent or printed publication relied upon is submitted herewith including a listing thereof on
Form PTO/SB/08, PTO-1449, or equivalent.

12. I:l An English language translation of all necessary and pertinent non-English language patents and/or printed
publications is included.

[Page 1 of 2]
This collection of information is required by 37 CFR 1.510. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) a request for reexamination. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 18 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Mail Stop Ex Parte Reexam, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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PTO/SB/57 (09-14)

Approved for use through 07/31/2015. OMB 0651-0064

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paeerwork Reducti_an Act of 1995, no persons are required to resiond to a collection of information unless it diselaxs a valid OMB control number.

13. |:| The attached detailed request includes at least the following items;

a. A statement identifying each substantial new question of patentability based on prior patents and printed
publications. 37 CFR 1.510(b)(1).

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the pertinency
and manner of applying the cited art to every claim for which reexamination is requested. 37 CFR 1.510(b)(2).

14, I:I A proposed amendment is included (only where the patent owner is the requester). 37 CFR 1.510(e).

15. l:l It is certified that the statutory estoppel provisions of 35 U.S.C. 315(e)(1) or 35 U.S.C. 325(e)(1) do not prohibit
requester from filing this ex parfe reexamination request. 37 CFR 1.510(b)(6).

16. I:I a. It is certified that a copy of this request (if filed by other than the patent owner) has been served in its entirety on
the patent owner as provided in 37 CFR 1.33(c).

The name and address of the party served and the date of service are:

Date of Service: ; or

I:I b. A duplicate copy is enclosed since service on patent owner was not possible. An explanation of the efforts
made to serve patent owner is attached. See MPEP 2220.

17. Correspondence Address: Direct all communication about the reexamination to:

l:l The address associated with Customer Number:

OR
l:l Firm or
Individual Name
Address
City | State Zip
Country
Telephone Email

18. l:l The patent is currently the subject of the following concurrent proceeding(s):
[] a. Copending reissue Application No.

[] b. Copending reexamination Control No.

|:| c. Copending Interference No.
[] d. Copending litigation styled:

WARNING: Information on this form may become public. Credit card information should not be
included on this form. Provide credit card information and authorization on PTO-2038.

Authorized Signature Date

[] For Patent Owner Requester

Typed/Printed Name Registration No.
[] For Third Party Requester

[Page 2 of 2]
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Attachment to Form PTO/SB/57

REQUEST FOR REEXAMINATION OF U.S. PATENT 9,999,999

Identification of Claims for Which Reexamination Is Requested
In accordance with 37 CFR 1.510, reexamination of claims 1-5 of U.S. Patent 9,999,999 is

requested, in view of the following references:

Smith, U.S. Patent 8,999,999

Jones, U.S. Patent 8,555,555

Cooper, U.S. Patent 8,333,333
Reexamination of claim 1 is requested in view of the Smith patent. Reexamination of claim 2 is
requested in view of the combination of Smith in view of Jones. Reexamination of claims 3-5 is
requested in view of the combination of Smith in view of Jones, and further in view of Cooper.
U.S. Patent 9,999,999 is still enforceable.

Statement Pointing Out Each Substantial New Question of Patentability

The Smith and Jones references were not of record in the file of U.S. Patent 9,999,999, Smith
discloses a filter comprising a housing containing activated carbon, where the housing has an
outer wall, a closed end, an open end, and a lid attachable to the open end as recited in claim 1
(sce col. 6, lines 2-3; Figure 3; col. 12, lines 1-3). Jones teaches the activated carbon and ion
exchange resin mixture of claim 2 in lines 4-5 column 9. Because these teachings of Smith and
Jones provide subject matter of the U.S. Patent 9,999,999 claims that was not taught in any prior
art cited during the prosecution of U.S. Patent 9,999,999, the teachings of Smith and Jones each
raisc a substantial new question of patentability. The Cooper reference was cited m the
prosecution of U.S. Patent 9,999,999, but was never relied upon in any rejection of the claims.
Cooper discloses the iodinated exchange resin of claims 3-5 in lines 8-10 of column 5. Because
this teaching of Cooper was not applied in any rejection of the claims during the prosecution of
U.S. Patent 9,999,999, a substantial new question of patentability is raised by Cooper.

Detailed Explanation Under 37 CFR 1.510(b)
1. Claim 1 of U.S. Patent 9,999,999 is unpatentable under 35 U.S.C. 102(b) as being anticipated
by Smith. as shown by the following claim chart:

U.S. Patent 9,999,999 Smith

Claim 1. A filter comprising a housing, the Smith teaches “the filter housing having an
housing having an outer wall, a closed end, outer wall 1, a closed end 2, an open end 3,
an open end, and a lid attachable to the open and a hinged lid 4 that is securable to the
end. . . open end 3 via clamp 5.7 (col. 6, lines 2-3;

Figure 3). The hinged lid 4 of Smith is
attachable to the outer rim of the open end 3

via clamp 5.
.. .wherein the housing contains a filter Smith teaches activated carbon as a filter
material, the filter material comprising material: “the filter housing containing filter
activated carbon. . . . materials, wherein the filter materials

include any mixture of known filter
materials such as clay, activated carbon, and
any other known filter materials.” (col. 12,
lines 1-3).
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2. Claim 2 of U.S. Patent 9.999.999 is unpatentable under 35 U.S.C. 103 as being obvious over

Smith in view of Jones. as shown bv the following claim chart:

U.S. Patent 9,999 999

Claim 2. The filter of claim 1, wherein the
filter material further comprises a mixture of
activated carbon and ion exchange resin.

Jones

Jones teaches “preferably, the filter material
mixture includes activated carbon and ion
exchange resin.” (col. 9, lines 4-5). Smith
teaches that the filter materials include “any
mixture of known filter materials”, including
activated carbon (col. 12, lines 1-3). It
would have been obvious to utilize the
activated carbon and ion exchange mixture
of Jones in the housing of

Smith since the mixture of Jones is a
“mixture of known filter materials™ as taught
by Smith.

3. Claims 3-5 of U.S. Patent 9.999.999 are unpatentable under 35 U.S.C. 103 as being obvious

over Smith in view of Jones, and further in view of Cooper. as shown by the following claim

chart:

U.S. Patent 9,999,999

Claim 3. The filter of claim 2, wherein the
ion exchange resin is iodinated exchange
resin.

U.S. Patent 9,999,999

Claim 4. The filter of claim 3, wherein the
housing 1s made

of metal.

Claim 5. The filter of claim 3, wherein the
housing is red.

Conclusion

Cooper
Cooper teaches “the use of iodinated

exchange resin in filter material mixtures for
its sterilization properties is preferred.” (col.
3, lines 8-10). The substitution of the
iodinated exchange resin of Cooper for the
ion exchange resin of the Smith/Jones
combination would have been obvious to
provide sterilization properties as taught by
Cooper.

Smith

Smith teaches a metal housing (col. 7, line
8) and a red-colored housing (col. 11, line
3).

For the reasons given above, reexamination of claims 1-5 of U.S. Patent 9,999,999 is requested.

Signed,
/John Doe/
John Doe, Reg. No. 29760

Attorney for Requester
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2215 Feefor Requesting Ex Parte
Reexamination under 35 U.S.C. 302
[R-07.2015]

37 CFR 1.510 Request for ex parte reexamination.

*kkkk

(c) If therequest does not include the fee for requesting ex
parte reexamination required by paragraph (&) of this section
and meet all the requirements by paragraph (b) of this section,
then the person identified as requesting reexamination will be
so notified and will generally be given an opportunity to
compl ete the request within a specified time. Failure to comply
with the notice will result in the ex parte reexamination request
not being granted afiling date, and will result in placement of
therequest in the patent file as a citation if it complies with the
requirements of § 1.501.

(d) Thefiling date of therequest for ex parte reexamination
isthe date on which the request satisfies all the requirements of
this section.

*kkkk

In order for arequest filed under 35 U.S.C. 302 to
be accepted, be given afiling date, and be published
in the Official Gazette , the request papers must
satisfy all the requirements of 37 CFR 1.510(a) and
(b). Theentirefeerequired under 37 CFR 1.20(c)(1)
for filing a request for reexamination must be paid.
If the request was filed under 35 U.S.C. 302 by the
patent owner and includes a proposed amendment
in accordance with 37 CFR 1.530, excess claims
fees under 37 CFR 1.20(c)(3) and (c)(4) may also
apply; see MPEP § 2250.03.

Pursuant to 37 CFR 1.20(c)(1), there are different
filing fees for a large entity, a small entity and a
micro entity, when filing a request for ex parte

reexamination under 35 U.S.C. 302. In order for a
requester to pay small entity or micro entity fees, a
requester must affirmatively state that it is eligible
for small entity or micro entity status (respectively).
For example, a requester can affirmatively assert
small entity status by checking the appropriate box
in line 3 on the transmittal form (PTO/SB/57).
However, only apatent owner requester can establish
micro entity status. A third party requester cannot

MANUAL OF PATENT EXAMINING PROCEDURE

If the request for ex parte reexamination under 35
U.S.C. 302 is subsequently denied (see MPEP _§
2247 and § 2248), or vacated (see M PEP § 2227 and
8§ 2246, subsection 1), a refund in accordance with
37 CFR 1.26(c) will be made to the identified
requester. If the request for ex parte reexamination
under 35 U.S.C. 302 isfound to be incomplete and
the defect is not cured (see MPEP § 2227), arefund
in accordance with 37 CFR 1.26(a) will be made to
the identified requester.

If the entire fee for ex parte reexamination is not
paid or al the requirements of 37 CFR 1.510(a) and
(b) are not satisfied, the request will be considered
to be incomplete. See 37 CFR 1.510(c) and (d) and
MPEP § 2227.

Where the entire filing fee is not paid after the
reguester has been given an opportunity to do so, ho
determination on the request will be made. The
request paperswill ordinarily be placed in the patent
file as a submission under 37 CFR 1.501, if they
comply with the requirements of therule. See MPEP
8§ 2206 for handling of prior art citations or written
statements under 37 CFR 1.501.

2216 Substantial New Question of
Patentability [R-07.2015]

Under 35 U.S.C. 304, the Office must determine
whether “asubstantial new question of patentability”
affecting any claim of the patent has been raised.
37 CFR 1.510(b)(1) requires that a request for ex
parte reexamination include “a statement pointing
out each substantial new question of patentability
based on prior patents and printed publications.” If
such anew question isfound, an order for ex parte
reexamination of the patent isissued. It istherefore
important that the request clearly set forth in detail
what the requester considers the “substantial new
question of patentability” to be in view of patents
and printed publications cited under the provisions
of 35 U.S.C. 302. The request must point out how

establish micro entity status, since a third party
reguester is not provided for in 37 CFR 1.29. See 37
CFR 1.27 and M PEP 88 509.02 and 509.03 for more
information about establishing small entity status.
See 37 CFR 1.29 and MPEP § 509.04 et seq. for
more information about establishing micro entity
status.

Rev. 07.2015, October 2015

any questions of patentability raised are substantially
different from those raised in the previous
examination of the patent before the Office.

For requests filed under 35 U.S.C. 302, it is not
sufficient that a request for reexamination merely
proposes one or more rejections of a patent claim or
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claims as a basis for reexamination. It must first be
demonstrated that a patent or printed publication that
isrelied uponin aproposed rejection presentsanew,
non-cumul ative technological teaching that was not
previously considered and discussed on the record
during the prosecution of the application that resulted
in the patent for which reexamination is requested,
and during the prosecution of any other prior
proceeding involving the patent for which
reexamination is requested. See also MPEP § 2242.

The lega standard for ordering ex parte
reexamination, as set forth in 35 U.S.C. 303(a),
requires a substantial new question of patentability.
The substantial new question of patentability may
be based on art previously considered by the Office
if the reference is presented in a new light or a
different way that escaped review during earlier
examination. The clarification of the legal standard
for determining obviousness under 35 U.S.C. 103
in KSR International Co. v. Teleflex Inc. (KSR),
550 U.S. 398, 82 USPQ2d 1385 (2007) does not
alter the legal standard for determining whether a
substantial new question of patentability exists. The
requirement for a substantial new question of
patentability remainsin placeevenif itisclear from
the record of a patent for which reexamination is
requested that the patent was granted because the
Office did not show “motivation” to combine, or
otherwise satisfy the teaching, suggestion, or
motivation (TSM) test. Thus, a reexamination
reguest relying on previously applied prior art that
asks the Office to look at the art again based solely
on the Supreme Court’s clarification of the legal
standard for determining obviousness under 35
U.S.C. 103 in KSR, without presenting the art in
new light or different way, will not raise asubstantial
new question of patentability asto the patent claims,
and reexamination will not be ordered.

After the enactment of the Patent and Trademark
Office Authorization Act of 2002 (“the 2002 Act”),
a substantial new question of patentability can be
raised by patents and printed publications
“previoudly cited by or to the Office or considered
by the Office” (“old art”). The 2002 Act did not
negate the statutory requirement for a substantial
new question of patentability that requires raising
new questions about pre-existing technology. In the
implementation of the 2002 Act, MPEP § 2242,
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subsection 11.A. was revised. The revision permits
raising a substantial new question of patentability
based solely on old art, but only if the old art is
“presented/viewed in a new light, or in a different
way, as compared with its use in the earlier
examination(s), in view of amaterial new argument
or interpretation presented in the request.” Thus, a
request may properly raise asubstantial new question
of patentability by raising a material new analysis
of previously considered reference(s) under the
rationales authorized by KSR.

Questionsrelating to grounds of rejection other than
those based on prior art patents or printed
publications should not beincluded in arequest filed
under 35 U.S.C. 302 and will not be considered by
the examiner if included. Examples of such questions
that will not be considered are public use, on sale,
and conduct by parties.

Affidavits or declarations or other written evidence
which explain the contents or pertinent dates of prior
art patents or printed publicationsin more detail may
be considered in reexamination. See MPEP § 2258.

2217 Statement Applying Prior Artin a
Request Filed under 35 U.S.C. 302
[R-07.2015]

The third sentence of 35 U.S.C. 302 indicates that
the“request must set forth the pertinency and manner
of applying cited prior art to every claim for which
reexamination is requested.” 37 CFR 1.510(b)(2)
requires that the request include “[a]n identification
of every claim for which reexamination isrequested,
and a detailed explanation of the pertinency and
manner of applying the cited prior art to every claim
for which reexamination isrequested.” If therequest
is filed by the patent owner, the request for
reexamination may also point out how claims
distinguish over cited prior art.

The prior art applied may only consist of prior art
patents or printed publications. The prior art regime
under which the application for the patent was
examined (thefirst-inventor-to-file prior art regime,
or thefirst-to-invent prior art regime) will generally
be applied in reexamination of the patent, and any
statement in the request applying the prior art must
reflect that.
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With respect to the first-inventor-to-file prior art
regime, substantial new questions of patentability
may be based upon the provisions of 35 U.S.C. 102
as it is in effect on and after March 16, 2013,
applicable to prior at patents and printed
publications. Thus “A person shall be entitled to a
patent unless’:

(D “the claimed invention was patented” or
“described in aprinted publication” “beforethe
effective filing date of the claimed invention”;
or

(2) “the claimed invention was described in a
patent issued under section 151, or in an
application for patent published or deemed
published under section 122(b), in which the
patent or application, asthe case may be, names
another inventor and was effectively filed
before the effective filing date of the claimed
invention.”

These provisions are subject to the exceptions of 35
U.SC. 102(b), and effective filing dates are
determined pursuant to 35 U.S.C. 102(d). For further
information as to the first-inventor-to-file prior art
regime, see MPEP Chapter 700.

With respect to the first-to-invent prior art regime,
substantial new questions of patentability may be
based upon the following portions of 35 U.S.C. 102
(in effect on March 15, 2013):

“(@)...patented or described in a printed
publication in this or aforeign country, before
theinvention thereof by the applicant for patent,
or”

“(b) the invention was patented or described in
a printed publication in this or a foreign
country... more than one year prior to the date
of the application for patent in the United
States, or”

*kkk*k

“(d) the invention was first patented or caused
to be patented, or was the subject of an
inventor’s certificate, by the applicant or his
legal representatives or assigns in a foreign
country prior to the date of the application for
patent in this country on an application for
patent or inventor’s certificate filed more than

Rev. 07.2015, October 2015
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twelve months before the filing of the
application in the United States, or”

“(e) the invention was described in — (1) an
application for patent, published under section
122(b), by another filed in the United States
before the invention by the applicant for patent
or (2) a patent granted on an application for
patent by another filed in the United States
before the invention by the applicant for patent,
except that an international application filed
under the treaty defined in section 351(a) shall
have the effects for the purposes of this
subsection of an application filed in the United
States only if the international application
designated the United States and was published
under Article 21(2) of such treaty inthe English
language; or”

*kkk*k*k

“(9)...(2) before such person’s invention
thereof, the invention was made in this country
by another inventor who had not abandoned,
suppressed, or concealed it. ..."

Substantial new questions of patentability may also
be presented under 35 U.S.C. 103 which are based
on the above indicated portions of 35 U.S.C. 102.

Substantial new questions of patentability in a
reexamination proceeding filed under 35 U.S.C. 302
must be based on patents or printed publications.
Other matters, such as public use or on sae,
inventorship, 35 U.S.C. 101, 35 U.S.C. 112, conduct,
etc., will not be considered when making the
determination on the request and should not be
presented in the request. Further, a prior art patent
or printed publication cannot be properly applied as
a ground for reexamination if it is merely used as
evidence of alleged prior public use or on sae,
insufficiency of disclosure, etc. The prior art patent
or printed publication must be applied directly to
claims under 35 U.S.C. 103 and/or an appropriate
portion of 35 U.S.C. 102 or relate to the application
of other prior art patents or printed publications to
claims on such grounds.

The statement applying the prior art may, where
appropriate, point out that claims in the patent for
which reexamination is requested are entitled only
to thefiling date of the patent and are not supported
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by an earlier foreign or United States patent
application whose filing date is claimed. For
example, the effective date of some of the claimsin
apatent which resulted from acontinuing application
under 35 U.S.C. 120 could be the filing date of the
continuing application since those claims were not
supported in the parent application. Therefore,
intervening patents or printed publications are
available as prior art. See In re Ruscetta, 255 F.2d
687, 118 USPQ 101 (CCPA 1958), In re van
Langenhoven, 458 F.2d 132, 173 USPQ 426 (CCPA
1972). See d'so MPEP § 211.05.
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Typically, substantial new questions of patentability
inareexamination proceeding filed under 35 U.S.C.
302 arebased on “prior art” patents and publications.
There are exceptions, however. For example, in In
re Lonardo, 119 F.3d 960, 43 USPQ2d 1262 (Fed.
Cir. 1997), the Federal Circuit upheld anonstatutory
double patenting rejection in which the patent upon
which the rejection was based and the patent under
reexamination shared the same effective filing date.
See also the discussion as to double patenting in
MPEP 8§ 2258. Anaogously, for reexamination
proceedings examined under the first-to-invent prior
art regime, a 35 U.S.C. 102(g)(2) rejection may be
asserted in areexamination proceeding based on the
examplesillustrated below:
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Rejection of claims in patent with earlier
filing date over claims of patent having later
filing date, using pre-AIA 35U.S.C. 102(g) in

a manner analogous to double patenting

MANUAL OF PATENT EXAMINING PROCEDURE

Application A filed 1/4/2007

Application B filed 2/4/2007
Same invention is claimed in
both applications

No Common Assignee,
Applicant, or Inventor

In Applications A & B,
suggested counts added
for interference

FP23.04

Rejection under pre-ATA
35 U.S.C. 102(g)/103(a)
in reexamination of A’s
patent having claims that
are obvious over
mventions that A lost to
B. which are claimed in
B’s patent

Rev. 07.2015, October 2015

No establishment of Common
Ownership or Jomnt Research
Agreement under pre-ATA 35 US.C.
103(c) at ime of B's invention

Party B with a later filing date wins
the interference proceeding

2200-30

Commonly Assigned —
Different Inventive Entities —

Assignee Required to
Name Prior Invention

FP 8.27 fti

Claims to B elected as
prior invention

Rejection under pre-ATA
35U.8.C. 102(g)/103(a)
m reexamination of A’s
patent having claims that
are obvious over claims
in B’s patent having the
later filing date




CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS

. EXPLANATION MUST BE COMPLETE

The mere citation of new patents or printed
publications without an explanation does not comply
with 37 CFR 1.510(b)(2). Requester must present
an explanation of how the cited patents or printed
publications are applied to al claimswhich requester
considersto merit reexamination. This not only sets
forth the requester’s position to the Office, but also
to the patent owner (where the patent owner is not
the requester). A request for reexamination,
including the citation form (form on which the
references are listed), must not include citations to
background references or other referenceswhich are
not used to support a SNQ or proposed rejection of
the claims, and explained in the request as to
providing such support. Without explanation for
each of the references the request seeks to make of
record, the request lacks the requisite “detailed
explanation of the pertinency and manner of applying
the cited prior art to every clam for which
reexamination is requested.”

Thus, for example, once the request has cited
documents (patents and printed publications) and
proposed combinations of the documents asto patent
claims 1-10 (for example), the request must explain
how each of the proposed combinations specifically
appliesto each claim that it is asserted against (i.e.,
clams 1 — 10), explaining how each document
(reference) identified for the combination is used.

Ideally, the required explanation can be provided
using an appropriately detailed claim chart that
compares, limitation by limitation, each claim for
which reexamination is requested with the relevant
teachings of each reference cited in the request. See
the sample request for reexamination in MPEP §
2214,

For proposed obviousness rejections, requester must
provide at least one basis for combining the cited
references, and astatement of why the claim(s) under
reexamination would have been obvious over the
proposed reference combination. Preferably, the
reguester should quote the pertinent teachingsin the
reference, referencing each quote by page, column
and line number and any relevant figure numbers.
The explanation must not lump together the
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proposed rejections or proposed combinations of
references.

Examples of inappropriate language:

- Clam 1 is unpatentable under 35 U.S.C. 102 as being
anticipated by, or in the alternative, under 35 U.S.C. 103 as
being obvious over the Smith reference.

- Claim 1 isunpatentable under 35 U.S.C. 103 as being obvious
over Smith and/or Charles.

- Claim 2 isunpatentable under 35 U.S.C. 103 as being obvious
over Smith in view of Jones or Harvey. (This could however
be used if both Jones and Harvey provide a minor teaching
which can be articulated in a sentence or two.)

- Claims 3 - 10 are unpatentable under 35 U.S.C. 103 as being
obvious over Smith in view of either Jones and Cooper or
Harvey and Cooper.

- Claims 3 - 10 are unpatentable under 35 U.S.C. 103 as being
obvious over Smith in view of Harvey, taken alone or further
in view of Cooper.

Examples of appropriate language:

- Clam 1 is unpatentable under 35 U.S.C. 102 as being
anticipated by Smith.

- Claim 1 isunpatentable under 35 U.S.C. 103 as being obvious
over Smith.

- Claim 1 isunpatentable under 35 U.S.C. 103 as being obvious
over Charles.

- Claim 2 isunpatentable under 35 U.S.C. 103 as being obvious
over Smith in view of Jones.

- Claim 2 isunpatentable under 35 U.S.C. 103 as being obvious
over Smithin view of Harvey.

- Claims 3 - 10 are unpatentable under 35 U.S.C. 103 as being
obvious over Smith in view of Jones, and further in view of
Cooper.

- Claims 3 - 10 are unpatentable under 35 U.S.C. 103 as being
obvious over Smith in view of Harvey, and further in view of
Cooper.

Any failure to provide the required explanation for
any document, combination, or clam will be
identified in a “Notice of Failure to Comply with

Ex Parte Reexamination Request Filing
Requirements’ (see MPEP § 2227). If a requester
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receives such a notice that identifies one or more
documents, combinations, or claims for which an
explanation was not given, the requester has the
option to respond by either:

(A) providing a separate explanation for each
combination, document, and claim identified in the
notice as lacking explanation; or

(B) explicitly withdrawing any document,
combination, or claim for which reexamination was
requested for which there is no explanation.
Obvioudly, once thisis done, requester need not
provide an explanation for the withdrawn document,
combination, or claim. Thus, for example, if the
requester’s response to the notice explicitly
withdraws the request as to claims 6-10, then the
documents and their combinations need only be
applied separately asto claims 1-5 of the patent.
Likewise, if the requester’s response to the notice
explicitly withdraws the Jones patent from the
request, then no explanation is required asto the
Jones reference, and all combinations advanced in
the request that contained Jones are deemed to be
withdrawn.

Even if the request fails to comply with one of the
above-identified requirements, the request may be
accepted if it is readily understood from the
explanation provided in the request as to how the
cited patents or printed publications are applied to
al clams which requester considers to merit
reexamination.

Il. AFFIDAVITS/DECLARATIONS/OTHER
WRITTEN EVIDENCE

Affidavits or declarations or other written evidence
which explain the contents or pertinent dates of prior
art patents or printed publicationsin more detail may
be considered in reexamination. See MPEP § 2258.

1. ADMISSIONS

The consideration under 35 U.S.C. 303 of arequest
for ex parte reexamination filed under 35 U.S.C.
302 is limited to prior art patents and printed
publications. See Ex parte McGaughey, 6 USPQ2d
1334, 1337 (Bd. Pat. App. & Inter. 1988). Thus an
admission, per se, may not be the basis for
establishing a substantidl new question of
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patentability. However, an admission by the patent
owner of record in the file or in a court record may
be utilized in combination with a patent or printed
publication.

For handling of admissions during the examination
stage of a proceeding (i.e., after reexamination has
been ordered), see MPEP § 2258.

The admission can reside in the patent file (made of
record during the prosecution of the patent
application) or may be presented during the
pendency of the reexamination proceeding or in
litigation. Admissions by the patent owner asto any
matter affecting patentability may be utilized to
determine the scope and content of the prior art in
conjunction with patentsand printed publications
in a prior art rejection, whether such admissions
result from patents or printed publications or from
some other source. An admission relating to any
prior art established in the record or in court may be
used by the examiner in combination with patents
or printed publications in a reexamination
proceeding. The admission must stand on its own.
Information supplementing or further defining the
admission would be improper.

Any admission submitted by the patent owner is
proper. A third party, however, may not submit
admissions of the patent owner made outside the
record of the file or the court record, unless such
admissions were entered into a court record. If an
admission made outside the record of thefile or the
court record isentered into acourt record and a copy
thereof is then filed in a reexamination (as a copy
of a paper filed in the court), such paper could be
admitted pursuant to MPEP § 2282; however, such
would not be given weight as an admission with
respect to use in establishing a substantial new
question of patentability, or as a basis in rejecting
claims. Such a submission would be outside the
scope of reexamination.

2218 Copiesof Prior Art [R-07.2015]

It is required that a copy of each patent or printed
publication relied on or referred to in the request
filed under 35 U.S.C. 302, be filed with the request
(37_CFR 1.510(b)(3)). If the copy provided is not
legible, or is such that its image scanned into the
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Image File Wrapper system (IFW) will not be
legible, it is deemed to not have been provided. The
appropriate “Notice of Failure to Comply with Ex
Parte Reexamination Request Filing Requirements”
(see MPEP § 2227) will identify this defect. An
exception is color photographs and like color
submissions, which, if legible as presented, will be
retained in an “artifact” file and used as such. If any
of the documents are not in the English language,
an English language translation of all necessary and
pertinent parts is aso required. See MPEP_§
609.04(a), subsection IIl. An English language
summary or abstract of a non-English language
document is usually not sufficient. There is no
assurance that the Office will consider the
non-English language patent or printed publication
beyond the trandation matter that is submitted.

The requirement for the submission of a copy of
every patent or printed publication relied upon or
referred to in the request, pursuant to 37 CFR
1.510(b)(3), is waived to the extent that copies of
U.S. patentsand U.S. patent application publications
which are relied upon or referred to in the request
are not required to be submitted with the request,
unless specifically required by the Office. This
waiver is in accordance with 37 CFR 1.98, which
excludes U.S. patents and U.S. patent publications
from the requirement for the submission of alegible
copy of documents cited in aninformation disclosure
statement, unless specifically required by the Office.

In addition, it isnot required nor isit permitted that
parties submit copies of copending reexamination
proceedings and applications (which copies can be
mistaken for anew request/filing); rather, submitters
may provide the application/proceeding number and
its status (note that a submission that is not permitted
entry will bereturned, expunged or discarded, at the
sole discretion of the Office). For example, where
the patent for which reexamination isrequested isa
continuation-in-part of a parent application, the
requester would notify the Office of the application
number of the parent application and its statusif the
asserted substantial new question of patentability
relates to a proposed rejection based on an
intervening art and the question of whether the
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claimed subject matter in the patent has support in
the parent application is relevant.

2219 Copy of Printed Patent [R-07.2015]

Requesters are required under 37 CFR 1.510(b)(4)
to include a copy of the patent for which
reexamination is requested, to serve as the
specification for the reexamination proceeding. A
copy of the patent for which reexamination is
requested should be provided in a double column
format. Thus, a full copy of the printed patent
(including the front page) would be used to provide
the abstract, drawings, specification, and claims of
the patent for the reexamination request and the
resulting reexamination proceeding. A copy of any
disclaimer, certificate of correction, or reexamination
certificate issued for the patent must also be
included, so that a complete history of the patent is
before the Office for consideration. A copy of any
federal court decision, complaint in a pending civil
action, or interference or derivation decision should
also be submitted.

2220 Certificate of Service [R-07.2015]

If the requester of a request filed under 35 U.S.C.
302 is a person other than the patent owner, the
owner of the patent must be served with a copy of
therequest in its entirety. The service must be made
on the patent owner’s correspondence address as
indicated in 37 CFR 1.33(c). The third party
requester must set forth on the certificate of service
the name and address of the party served and the
method of service. The certificate of service must
be attached to the request submitted to the Office.
Further, the copy of the request served on the patent
owner must also include acopy of the certificate of
service. If servicewas not possible after areasonable
effort to do so, aduplicate copy of the request papers
must be supplied to the Office together with acover
letter including an explanation of what effort was
made to effect service, and why that effort was not
successful. To avoid the possibility of the Office
erroneously charging a duplicate filing fee,
requesters are strongly encouraged to clearly word
the cover letter by stating, for example, in bold print
in the heading “Duplicate Copy of Request Filed
under 37 CFR 1.510(b)(5) When Service on the
Patent Owner Was Not Possible
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See MPEP_§ 2266.03 regarding service on the
reguester and on the patent owner.

2221 Amendmentsincluded in Request Filed
under 35 U.S.C. 302 by Patent Owner
[R-07.2015]

Under 37 CFR 1.510(€), apatent owner may include
aproposed amendment with his or her request. Any
such amendment must bein accordancewith 37 CFR
1.530(d) through (j). See MPEP § 2250 as to the
format and requirements of an amendment in a
reexamination proceeding. If an amendment is
submitted to add claims to the patent being
reexamined, then excess claims fees pursuant to 37
CFR 1.20(c)(3) and (c)(4) may be applicable to the
presentation of the added claims. Seethe discussion
of excess clam fees in MPEP_§ 2250.03.
Amendmentsmay also be proposed by patent owners
in a statement under 37 CFR 1.530(b) and (c) or
during the actual ex parte reexamination prosecution
(37_CFR 1.550(b)). See adso MPEP _§ 2234 and
§ 2250.

The request should be decided on thewording of the
patent claims in effect at that time (without any
proposed amendments). The decision on the request
will be made on the basis of the patent claims as
though the proposed amendment had not been
presented. However, if the request for reexamination
isgranted, al subsequent reexamination prosecution
and examination should be on the basis of the claims
as amended.

2222 Address of Patent Owner [R-07.2015]

37 CFR 1.33 Correspondencerespecting patent applications,

reexamination proceedings, and other proceedings.
*kkkk

(c) All notices, official letters, and other communications
for the patent owner or ownersin areexamination or
supplemental examination proceeding will be directed to the
correspondence address in the patent file. Amendmentsfiled in
areexamination proceeding, and other papersfiledin a
reexamination or supplemental examination proceeding on
behalf of the patent owner must be signed by the patent owner,
or if there is more than one owner by al the owners, or by an
attorney or agent of record in the patent file, or by aregistered
attorney or agent not of record who actsin arepresentative
capacity under the provisionsof § 1.34. Double correspondence
with the patent owner or ownersand the patent owner’s attorney
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or agent, or with more than one attorney or agent, will not be
undertaken.
*kkkk

Address of Patent Owner: The correspondence
address for the patent to be reexamined, or being
reexamined is the correct address for al notices,
official letters, and other communicationsfor patent
owners in reexamination proceedings. See 37 CFR

1.33(c).

Representative of Patent Owner: As a general rule,
the attorney-client relationship terminates when
the purpose for which the attorney was employed is
accomplished; e.g., the issuance of a patent to the
client. However, under 37 CFR 11.104, as under
former 37 CFR 10.23(c)(8), a practitioner should
not fail to timely and adequately inform a client or
former client of correspondence received from the
Office when the correspondence: (i) could have a
significant effect on a matter pending before the
Office, (ii) is received by the practitioner on behalf
of a client or former client , and (iii) is
correspondence of which a reasonable practitioner
would believe under the circumstances the client or
former client should benotified.” (Emphasisadded.)
Thisresponsibility of apractitioner to aformer client
is not eliminated by withdrawing as an attorney or
agent of record. See also 37 CFR 1.116(d). The
practitioner if he/she so desires, can minimize the
need for forwarding correspondence concerning
issued patents by having the correspondence address
changed after the patent issuesif the correspondence
address is the practitioner's address, which
frequently is the case where the practitioner is the
attorney or agent of record.

If the patent owner desires that a different attorney
or agent receive correspondence, then a new power
of attorney must be filed. See MPEP § 324 for
establishing an assignee’s right to take action when
submitting a power of attorney.

Submissions to the Office to change the
correspondence address or power of attorney in the
record of the patent should be addressed asfollows:

Wherearequest for ex parte reexamination hasbeen
filed:
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Mail Stop “ Ex Parte Reexam”
Attn; Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Where arequest for inter partes reexamination has
been filed:

Mail Stop “ Inter Partes Reexam”
Attn; Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Where no request for reexamination has been filed
and the patent isin storage:

Mail Stop Document Services

Director of the U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

It is strongly recommended that the Mail Stop
information be placed in aprominent position on the

2200-35
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first page of each paper being filed utilizing a
sufficiently large font size that will direct attention
toit.

Sample forms for changing the correspondence
address or power of attorney for the patent owner
and for the third party requester are set forth below.

Form PTO/AIA/81B Reexamination or Supplemental
Examination — Patent Owner Power of Attorney or
Revocation of Power of Attorney with aNew Power
of Attorney and Change of Correspondence Address
for Reexamination or Supplemental Examination
and Patent

Form PTO/SB/81C Reexamination — Third Party
Reguester Power of Attorney or Revocation of Power
of Attorney with a New Power of Attorney and
Change of Correspondence Address

Rev. 07.2015, October 2015
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PTO/AIAf81B (07-13)

Approved for use through 01/31/2018. OME 0851-0035

U.5. Patent and Trademark Office; US. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1335 no persons are required to respond to & collection of information unless it displays & valid OMB control number

REEXAMINATION OR SUPPLEMENTAL Control Number(s)

EXAMINATION — PATENT OWNER POWER OF Filing Date(s)

ATTORNEY OR REVOCATION OF POWER OF First Named Inventor

ATTORNEY WITH A NEW POWER OF ATTORNEY | Title

AND CHANGE OF CORRESPONDENCE ADDRESS Patent Number

FOR REEXAMINATION OR SUPPLEMENTAL Examiner Name

l\ EXAMINATION AND PATENT Attorney Docket No(s)

I. Power of Attorney. This form may be used to change the Power of Attorney in a reexamination or
supplemental examination proceeding (or multiple proceedings where merged). This ferm may also be used to
change the Power of Attorney in the patent file; in such a case, a copy of this form will be placed in both the patent
file and the reexamination or supplemental examination proceeding.

A. Revocation of Previous Power of Attorney. | hereby revoke all previous patent owner powers of attorney, if
any, given:

D in the above-identified reexamination or supplemental examination proceeding control number(s) (more than
one may be changed only if the proceedings are merged).

D in the file of the above-identified patent.

(check BOTH boxes if change in BOTH the patent file and the reexamination or supplemental examination
proceeding is requested).

B. Designation of Power of Attorney.

D A Power of Attorney is submitted herewith.

OR
| hereby appoint Practitioner(s) associated with the Customer Number identified in the box at
right as my/our attorney(s) or agent(s) to prosecute the proceeding(s)/patent identified above
and selected in section I{A), and to transact all business in the United States Patent and
Trademark Office connected therewith:

OR
| hereby appoint Practitioner(s) named below as my/our attorney(s) or agent|(s) to prosecute the proceeding(s)
identified above, and to transact all business in the United States Patent and Trademark Office connected
therewith:

Practitioner(s) Name Registration Number

Authorization for the Power of Attorney is provided by the signature on page 2 of this form.

This collection of information is reguired by 37 CFR 1.31, 1.32, and 1.33. The information is required to obtain or retain a benefit by the public,
which is to update (and by the USPTO to process) the file of a patent or reexamination proceeding. Confidentiality is governed by 35 U.5.C. 122
and 37 CFR 1.14. This collection is estimated to take 3 minutes to complete, induding gathering, preparing, and submitting the completed
application form te the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.5. Department of Commerce, P.0. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTO/AIA/B1E (07-13)

Approved for use through 01,/31/2018. OMB 0651-0035

U.5. Patent and Trademark Office; U.5. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1955 no persons are required to respond to a collection of information unless it displays a valid OMB control number

II. Change of Correspondence Address

Please recognize or change the correspondence address for the above-identified reexamination or supplemental
examination proceeding control number(s) (more than one may be changed only if they are merged
proceedings) and for the file of the above-identified patent to be:

l;l The address associated with the above-identified Customer Number.

l:' The address associated with the Customer Number identified in the box at right:
OR

Firm or
Individual
MName

Address

City | state | | zip |

Country

Telephone | Email |

NOTE: THE CORRESPONDENCE ADDRESS FOR THE REEXAMINATION OR SUPPLEMENTAL EXAMINATION
PROCEEDING CONTROL NUMBER(S) MUST BE THE SAME AS THAT FOR THE PATENT. SEE 37 CFR 1.33.

Il. Authorization for Power of Attorney and (if selected) Change of Correspondence Address

| am the:
|:| Inventor, having ownership of the patent being reexamined.
OR

Patent owner.
Statement under 37 CFR 3.73(c) (Form PTO/AIA/96) submitted herewith or filed on

Signature of Inventor or Date
Patent Owner

Name Telephone
Title and

Company

NOTE: Signatures of all the inventors or patent owners of the entire interest or their representative(s) are
required. If more than one signature is required, submit multiple forms, check the box below, and identify the total
number of forms submitted in the blank below.

|:| A total of forms are submitted. If you need assistance in completing the form, call 1-800-
PTO-9139 and select option 2.

[Page 2 of 2]
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) fumnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.5.C. 552) and the Privacy Act (5 U.5.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C.
552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (33 U.5.C. 181} and for review pursuant to the Atomic Energy Act
(42 US.C.218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency’s responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.S.C. 2904 and 23906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (fe., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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PTOVSB/BAC (12-08)

Approved for use through 01/31/20M18. OMB 0651-0035
U.5. Patent and Trademark Office, U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1985, no persons are required to respond to a collection of information unless it displays a valid OMB control numbser.

AND

é-EEXAMINATION -THIRD PARTY REQUESTER
POWER OF ATTORNEY OR
REVOCATION OF POWER OF ATTORNEY WITH
A NEW POWER OF ATTORNEY

Confrol Number(s)

\

Filing Date(s)

First Named Inventor

Title

Patent Number

CHANGE OF CORRESPONDENCE ADDRESS | =xa@miner Name

Attomey Docket Mo(s).

I hereby revoke all previous requester powers of attorney given in the above-identified reexamination proceeding control number(s).

OR

OR

A Power of Attorney is submitted herewith.

| hereby appoint Practitioner(s) associated with the following Customer Mumber as mylour
attomey(s) or agent(s) to prosecute the proceeding(s) identified above, and to transact all
business in the United States Patent and Trademark Office connected therewith:

| hereby appoint Practitioner(s) named below as my/our attorney(s) or agent(s) to prosecute the proceeding(s)
identified above, and to transact all business in the United States Patent and Trademark Office connected therewith:

Practitioner(s) Name

Registration Number

OR

OR

The address associated with the above-mentioned Customer Number.

The address associated with Customer Number:

Please recognize or change the correspondence address for the above-identified reexamination proceeding control number(s)
(more than one may be changed only if they are merged proceedings) to be:

Firm or
Individual Name

Address

City

| State |

7]

Country

Telephone

| Email |

| am the third party requester.

Proof of authority to act on behalf of requester submitted herewith or filed on

SIGNATURE of Third Party Requester

Signature

Name

Date

Telephone

Title and Company

This collection of information is required by 37 CFR 1.31, 1.32 and 1.33. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO 1 process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estmated 1o take 3 minutes to comples,
including gathering, prepanng, and submitting the completed application form to the USPTO. Time wil vary depending upon the individual case. Any commaents on
the amcunt of time you require b complete this form andibor suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.5. Depatment of Commerce, P.O. Box 1450, Alexandra, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

2200-39
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authorty for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark

Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.5.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request involving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or histher designee, during an inspection of records conducted by GSA as
part of that agency's responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.8.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which

became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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2223 Withdrawal of Attorney or Agent
[R-07.2015]

For a practitioner to withdraw from a patent and/or
a reexamination proceeding, the Office no longer
requires that there be at least 30 days remaining in
any running period for response between the
approva of a request to withdraw from
representation and the expiration date of any running
period for response. Instead, pursuant to 37 CFR
11.116, the Office requires the practitioner(s) to
certify that he, she or they have: (1) given reasonable
notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to

2200-41
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withdraw from employment; (2) delivered to the
client or aduly authorized representative of the client
al papers and property (including funds) to which
the client is entitled; and (3) notified the client of
any responses that may be due and the time frame
within which the client must respond. “ Reasonable
notice” would alow a reasonable amount of time
for the client to seek the services of another
practitioner prior to the expiration of any applicable
response period. See also MPEP § 402.06.

A sampleform for arequest by an attorney or agent
of record to withdraw from a patent is set forth
below.

Rev. 07.2015, October 2015



§ 2223 MANUAL OF PATENT EXAMINING PROCEDURE

Doc Code: PET.POA.WDRW
Document Description: Petition to withdraw attorney or agent (SB83)

PTO/ALAS33 (04-13)

Approved for use through 01/31/2018. OMB 0651-0035

L5, Patent and Trademark Office, 5. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

f— Application Number w\

REQUEST FOR WITHDRAWAL | filing Date

AS ATTORNEY OR AGENT AND | First Named Inventor

CHANGE OF Art Unit
CORRESPONDENCE ADDRESS Examiner Name
\_ Practitioner Docket Number -

To: Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Please withdraw me as attorney or agent for the above-identified patent application, and
|: all the practitioners of racord;
E the practitioners (with registration numbers) of record listed on the attached paper(s); or

[ ] the practitioners of record associated with Customer Number:

NOTE: The immediately preceding box should only be marked when the practitioners were appointed using the listed
Customer Number,

The reason(s) for this request are those dascribad in 37 CFR:

[J11.118(a)1) [J11.116(a)(2) [ |11.118(a)(3)
[ ]11.116(b)(1) [ J11.118(b)(2) ] 11.118(b)(3)
[ ]11.118(b)(4) [ ]11.116(b)(5) | ]11.118(b)(8)

I_I 11. 116{b){7) Please explain below:

Certifications

Check each box below that is factually correct. WARNING: If a box is left unchecked, the request will likely not be approved.

1. D I/We have given reasonable notice to the client, prior to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment.

2. |_| I/We have delivered to the client or a duly authorized representative of the client all papers and property {including
funds) to which the client is entitled.

3. |_| I/We have notified the client of any respenses that may be due and the time frame within which the client must
respond.

Please provide an explanation, if necessary:

[Page 1of 2]
This collection of information is required by 37 CFR 1.26. The information is required to obtsin or retain a benefit by the public which is to file (and by the USPTO to
process| an application. Confidentiality is governed by 35 U.5.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.5. Depariment of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.0O. Box 1450, Alexandria, VA 22313-1450.

{f you need assistance in completing the form, call 1-800-FTO-2199 and select option 2.
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PTOfALASEZ (D4-13)

Approved for use through 01,/31/2018. OMB 0651-0035

U5 Patent and Trademark Office, U.5. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1955, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT
AND CHANGE OF CORRESPONDENCE ADDRESS

Complete the following section only when the correspondence address will change. Changes of address will only be accepted to an applicant.
Change the correspondence address and direct all future correspondence to:

A —l The address of the applicant associated with Customer Number:

OR

B. |_ Applicant

Address

City State Zip Country

Telephane Email

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

Name Registration Mo.
Address

City State Zip Country
Date Telephone No.

NOTE: Withdrawal is effective when approved rather than when received.

[Page 2 of 2]

Thiis collection of information is required by 37 CFR 1.36. The information is required to obtain or retain a benefit by the public which is to file (and by the USFTO to
process) an application. Confidentiality is gowerned by 35 U.5.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time wil| vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.5. Patent and
Trademark Office, U.5. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND
TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450,

If you need assistance in completing the form, call 1-800-PTO-9193 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.5.C.
552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, fo the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency’s responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any other relevant (ie., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.5.C.151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
requlation.
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2224 Correspondence [R-07.2015]

All requests for ex parte reexamination filed under
35 U.S.C. 302 (origina request papers) and all
subsequent ex parte reexamination correspondence
mailed to the U.S. Patent and Trademark Office via
the U.S. Posta Service Mail, other than
correspondence to the Office of the General Counsel
pursuant to 37 CFR 1.1(a)(3) and 1.302(e), should
be addressed:

Mail Stop “ Ex Parte Reexam”
Attn; Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

All such correspondence hand carried to the Office,
or submitted by delivery service (e.g., Federa
Express, DHL, etc., which are commercial mail or
delivery services) should be carried to:

Customer Service Window
Randolph Building

401 Dulany Street
Alexandria, VA 22314

Hand-carried correspondence and correspondence
submitted by delivery service should also be marked
“Mail Stop Ex Parte Reexam.” Whether the
correspondenceismailed viathe U.S. Postal Service
mail or is hand-carried to the Office, it is strongly
recommended that the Mail Stop information be
placed in a prominent position on the first page of
each paper being filed utilizing a sufficiently large
font size that will direct attention to it.

A request for ex parte reexamination may not be
sent by facsimile transmission (FAX). See 37 CFR
1.6(d)(5). Thisisalso truefor acorrected/compl eted
reguest sent in response to a notice that the original
request was not filing date compliant, since the
corrected/completed request standsin placeof, or is
a completion of, the origina request papers. All
subsequent ex parte reexamination correspondence,
however, may be FAXed to:

Central Reexamination Unit
(571) 273-9900.

Effective July 9, 2007, the U.S. Patent and
Trademark Office began accepting requests for
reexamination, and “follow-on” papers (i.e,
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subsequent correspondence in reexamination
proceedings) submitted via the Office’'s Web-based
electronic filing system (EFS-Web). The Office has
updated the Legal Framework for EFS-Web to set
forth that requests for reexamination, and
reexamination “follow-on” papers are permitted to
be submitted using EFS-Web. The current version
of the Legal Framework for EFS-Web is at:
WwWw.uspto.gov/ebc/por tal/efs/legal .htm.

After the filing of the request for ex parte
reexamination, any letters sent to the U.S. Patent
and Trademark Office relating to the resulting ex
parte reexamination proceeding should identify the
proceeding by the number of the patent undergoing
reexamination, the reexamination request control
number assigned, the art unit, and the name of the
examiner.

The certificate of mailing and transmission
procedures (37 CFR 1.8) may be used to file any
paper in an ex parte reexamination proceeding,
except for a request for reexamination and a
corrected/replacement request for reexamination.
Thisincludesthefiling of a patent owner’s statement
under 37 CFR 1.530, and a requester’s reply under
37 CFR 1.535. See MPEP § 512 asto the use of the
certificate of mailing and transmission procedures.
The Priority Mail Express® mailing procedure (37
CFR 1.10) may be used to file any paper in an ex
parte reexamination proceeding. See MPEP § 513
asto the use of the Priority Mail Express® mailing
procedure. Again, the filing of a patent owner's
statement under 37 CFR 1.530, and a requester’s
reply under 37 CFR 1.535, are included.

Communications from the U.S. Patent and
Trademark Office to the patent owner will be
directed to the correspondence addressfor the patent
being reexamined. See 37 CFR 1.33(¢).

Amendments and other papers filed on behalf of
patent owners must be signed by the patent owners,
or the registered attorney or agent of record in the
patent file, or any registered attorney or agent acting
in a representative capacity under 37 CFR 1.34(a).
See MPEP § 2213.
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Double correspondence with the patent owners and
the attorney or agent normally will not be undertaken
by the Office.

Where no correspondence address is otherwise
specified, correspondence will be with the most
recent attorney or agent made of record by the patent
owner.

Note MPEP 8 2220 on certificate of service.

See MPEP § 2624 for correspondencein inter partes
reexamination proceedings.

2225 Untimely Paper Filed Prior to Order
under 35 U.S.C. 304 [R-07.2015]

After filing of arequest for ex parte reexamination
under 35 U.S.C. 302, no papersdirected to the merits
of the reexamination other than (A) citations of
patents or printed publications under 37 CFR 1.501
or 37 CFR 1.555, (B) another complete request under
37 CFR 1.510 or 37 CFR 1.915, or (C) notifications
pursuant to MPEP § 2282, should be filed with the
Office prior to the date of the decision on the request
for reexamination. Any papersdirected to the merits
of the reexamination other than those under 37 CFR
1.501 or 1.555, or MPEP § 2282, filed prior to the
decision on therequest will be returned to the sender
by the Central Reexamination Unit or Technology
Center Director without consideration. If the papers
are entered prior to discovery of the impropriety,
such papers will be expunged from the record. A
copy of the letter providing notification of the
returned papers or expungement will be made of
record in the patent file. However, no copy of the
returned/expunged papers will be retained by the
Office. If the submission of the returned/expunged
papers is appropriate later in the proceedings, they
may be filed and accepted by the Office at that time.
See Patlex Corp. v. Mossinghoff, 771 F.2d 480, 226
USPQ 985, 989 (Fed. Cir. 1985); InreKnight, 217
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USPQ 294 (Comm’r Pat. 1982) and Inre Amp, 212
USPQ 826 (Comm’r Pat. 1981).

2226 Initial Processing of Request for Ex
Parte Reexamination Filed under 35 U.S.C.
302 [R-07.2015]

The opening of all mail marked “Mail Stop Ex Parte
Reexam,” and al initia clerical processing of
requestsfor reexamination, will be performedin the
Office of Patent Application Processing (OPAP).

2227 Incomplete Request for Ex Parte
Reexamination Filed under 35 U.S.C. 302
[R-07.2015]

37 CFR 1.510 Reguest for ex parte reexamination.

*kkk*k

(c) If the request does not include the fee for requesting ex
parte reexamination required by paragraph (a) of this section
and meet all the requirements by paragraph (b) of this section,
then the person identified as requesting reexamination will be
so notified and will generally be given an opportunity to
compl ete the request within a specified time. Failure to comply
with the notice will result in the ex parte reexamination request
not being granted afiling date, and will result in placement of
the request in the patent file as a citation if it complies with the
requirements of § 1.501.

(d) Thefiling date of the request for ex parte
reexamination is the date on which the request satisfies all the

requirements of this section.
*kkkk

Request papers that fail to satisfy al the
requirements of 37 CFR 1.510(a) and (b) are
incomplete and will not be granted afiling date.

OFFICE PROCEDURE WHERE THE REQUEST
FAILSTO COMPLY WITH REQUIREMENTSFOR
A FILING DATE

A. Discovery of Non-Compliance with Filing Date
Requirement(s) Prior to Assigning a Filing Date

1. Notice of Failureto Comply with Reexamination
Request Filing Requirement

The Central Reexamination Unit (CRU) Lega
Instrument Examiner (LIE) and CRU Paralega
check the request for compliance with the
reexamination filing date requirements. If it is
determined that the request failsto meet one or more
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of the filing date requirements (see MPEP § 2214),
the person identified as requesting reexamination
will be so notified and will be given an opportunity
to complete the requirements of the request within
a specified time (generaly 30 days). Form
PTOL-2077, “Notice of Failureto Comply with Ex
Parte Reexamination Request Filing Requirements,”
is used to provide the notification for ex parte
reexamination. If explanation is needed as to a
non-compliance item, the box at the bottom of the
form will be checked. An attachment will then be
completed to specifically explain why the request
does not comply. If there is afiling fee deficiency,
aform, PTOL-2057, is completed and attached to
form PTOL-2077.

2. Failureto Remedy Defect(s) in “Notice of Failure
to Comply with Ex Parte Reexamination Request
Filing Requirements’

If after receiving a “Notice of Failure to Comply
with Ex Parte Reexamination Request Filing
Requirements,” the requester does not remedy the
defects in the request papers that are pointed out,
then the request papers will not be given a filing
date, but the assigned control number will be
retained. Examples of a failure to remedy the
defect(s) in the notice are (A) where the requester
does not timely respond to the notice, and (B) where
regquester does respond, but the response does not
cure the defect(s) identified to requester and/or
introduces a new defect or deficiency.

If the requester timely responds to the “Notice of
Failure to Comply with Ex Parte Reexamination
Request Filing Requirements,” the CRU LIE and
CRU Paralega will check the request, as
supplemented by the response, for correction of all
non-complianceitemsidentified in thenotice. If any
identified non-compliance item has not been
corrected, a filing date will not be assigned to the
reguest papers. It isto be noted that a single failure
to comply with the “Notice of Failure to Comply
with Ex Parte Reexamination Request Filing
Requirements’ will ordinarily result in the
reexamination request not being granted afiling date.
37 CFR 1.510(c) provides that “[f]ailure to comply
with the notice may result in the ex parte
reexamination reguest not being granted a filing
date” Thus, absent extraordinary circumstances,
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requester will be given only one opportunity to
correct the non-compliance. Similarly, if the
response introduces a new defect or deficiency into
the request papers, the ex parte reexamination
request will not be granted a filing date absent
extraordinary circumstances.

If the request papers are not made
filing-date-compliant in response to the Office's
“Notice of Failure to Comply with Ex Parte
Reexamination Request Filing Requirements,” the
CRU LIE will prepare a “Notice of Disposition of

Ex Parte Reexamination Request,” form
PTOL-2079, identifying what defects have not been
corrected.

B. Non-Compliance with Filing Date Requirement(s)
Discovered After Initial ssuance of Notice of
Reexamination Request Filing Date

1. Decision Vacating Filing Date

After afiling date and control number are assigned
to the request papers, the examiner reviews the
request to decide whether to grant or deny
reexamination. If, in the process of reviewing the
request, the examiner notes a non-compliance item
not earlier recognized, the examiner will
communicate with the CRU Supervisory Patent
Reexamination Speciaist (SPRS) detailing any such
non-complianceitem(s). The CRU SPRSwill discuss
the case with an appropriate OPLA Legal Advisor.
Upon confirmation of the existence of any such
non-compliant item(s), OPLA will issue a decision
vacating the assigned reexamination filing date. In
OPLA's decision, the requester will be notified of
the non-compliant item(s) and given time to correct
the non-compliance. As noted above, 37 CFR
1.510(c) provides that “[f]ailure to comply with the
notice may result in the ex parte reexamination
request not being granted afiling date.” Thus, absent
extraordinary circumstances, requester will only be
given one opportunity to correct the non-compliant
item(s) identified in the Decision Vacating Filing
Date. This category also includes instances where
the Office becomes aware of a check returned for
insufficient fund or a stopped payment of a check
after afiling date has been assigned, and prior to the
decision on the request for reexamination.
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2. Failureto Remedy Defect in Decision Vacating
Filing Date

If the requester does not timely respond to the
Office's notice, the CRU will draft a Decision
Vacating the Proceeding, which will be reviewed
and signed by OPLA.

If the requester timely responds to the Decision
Vacating Filing Date, but the responsefailsto satisfy
al the non-compliance items identified in the
decision or introduces a new defect into the request
papers, the examiner will inform the CRU SPRS of
the defects, and whether the non-compliant request
papers qualify asa37 CFR 1.501 submission or not
(and why). Where the defects are not remedied or a
new defect has been added, the Office will issue a
Decision Vacating the Proceeding.

The Decision Vacating the Proceeding will identify
the items that do not comply with the filing date
requirements which were not rectified, or are newly
added. The decision will aso point out the
disposition of the request papers (treated as a 37
CFR 1.501 submission or discarded) and why.

2228 [Reserved]

2229 Notice of Request under 35 U.S.C. 302
for Ex Parte Reexamination in Official
Gazette [R-07.2015]

Notice of filing of al complete ex parte
reexamination requests filed under 35 U.S.C. 302
will be published in the Official Gazette,
approximately 4 - 5 weeks after filing.

Both reexamination requests filed under 35 U.S.C.
302 that have been assigned a filing date and
Director-initiated ordersto reexamine made without
areguest will be announced in the Official Gazette.
The reexamination preprocessing staff of the Central
Reexamination Unit (CRU) will complete a form
with the information needed to print the notice. The
forms are forwarded at the end of each week to the
Office of Data Management for printing in the
Official Gazette.
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Office personnel may use the PALM system to
determine if a request for reexamination has been
filed in a particular patent. The Official Gazette

notice will appear in the notice section of the Official
Gazette under the heading of Requestsfor Ex Parte
Reexamination Filed and will include the name of
any requestor along with the other items set forth in

37 CFR 1.11(c).

2230 Constructive Noticeto Patent Owner
[R-07.2015]

In some instances, it may not be possible to deliver
mail to the patent owner because no current address
is available. If al efforts to correspond with the
patent owner fail, the reexamination proceeding will
proceed without actual notice to the patent owner.
The publication in the Official Gazette of (A) the
notice of the filing of a request for reexamination
filed under 35 U.S.C. 302, or (B) the notice of the
ordering of reexamination at the initiative of the
Director of the Office, will serve as constructive
notice to the patent owner in such an instance.

2231 Processing of Request Corrections
[R-07.2015]

All processing of submissionsto cureanincomplete
request for ex parte reexamination filed under35
U.S.C. 302 (see MPEP § 2227) is carried out by the
Central Reexamination Unit (CRU). Any such
submission should be marked “Mail Stop Ex Parte
Reexam” in the manner discussed in MPEP § 2224
so that the submission may be promptly forwarded
to the staff of the CRU.

2232 Public Accessto Reexaminations Filed
under 35 U.S.C. 302 [R-07.2015]

Reexamination files are open to inspection by the
general public by way of the Public PAIR via the
USPTO Internet site. In viewing the images of the
reexamination proceedings, members of the public
will be able to view the entire content of the
reexamination file with the exception of non-patent
literature. To access Public PAIR, a member of the
public would go to the USPTO website at

WwWW.uspto.gov.
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If a copy of the reexamination file is requested, it
may be ordered from the Document Services
Division of the Office of Public Records (OPR).
Orders for such copies must indicate the control
number of the reexamination proceeding. Orders
should be addressed as follows:

Mail Stop Document Services

Director of the U.S. Patent & Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Requests for a copy of a request may also be sent
via email to: dsd@uspto.gov, and the cost of the
copy may be charged to a credit card or deposit
account. Alternatively, acopy may be obtained from
IFW viaPPAIR.

To obtain a“ certified copy” of areexamination file,
a CD-ROM may be purchased from Document
Services Division of OPR.

2232.01 Determiningif a Reexamination
Request Was Filed under 35 U.S.C. 302 for
a Patent [R-07.2015]

TO DETERMINE FROM PAIR OR PALM IFA
REEXAMINATION REQUEST HASBEEN FILED
FOR A GIVEN PATENT NUMBER

Both the Internet (using PAIR) and the USPTO
intranet (using PALM) can be accessed to determine
if a reexamination request has been filed for a
particular patent.

Using the USPTO I ntranet

- From the USPTO intranet site
http://ptoweb/ptointranet/index.htm, Office personnel
can click on “PALM” and then “Genera
Information” which opens the PALM INTRANET
Genera Information Display.

- From here, enter the patent number in the box
labeled Patent #.

- Click on “Search” and when the “Patent Number
Information” appears, click on “Continuity Data” to
obtain the reexamination number.
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Any reexamination for the patent number will be
listed.

Therewill be about aten (10) day lag betweenfiling
and data entry into the PALM database.

2233 Processing in Central Reexamination
Unit and Technology Center [R-07.2015]

The working groups in the Central Reexamination
Unit (CRU) or Technology Centers (TCs) have
designated the legal instrument examiners and
paralegals to act as reexamination clerks, as part of
their assigned duties, and thus to perform those
clerical duties and responsibilities in the groups
which are unique to reexamination. The TC Quality
Assurance Specialists (QASs) or CRU Supervisory
Patent Reexamination Specialists (SPRSs) and CRU
Paralegal Specialists have the responsibility to
oversee clerical processing and serve as a resource
for questions.

I. FEES

Under reexamination pursuant to 35 U.S.C. 302,
there are fees for the request (37 CER 1.20(c)(1)),
for addition of claims (excess claims fees under 37
CFR 1.20(c)(3) and (c)(4)), for an extension of time,
and for any appeal, appeal forwarding fee, and oral
hearing fees under 37 CFR 41.20(b). No fee is
required for issue of the reexamination certificate.

Any petitionsrelating to areexamination proceeding
require fees (37 CFR 1.17(m) and 1.20(c)(6)).

Micro entity reductions are available to patent
owners only. Small entity and micro entity
reductions are available to the patent owner for
excess claim fees, appeal, appeal forwarding, and
oral hearing fees. For the request and petition fees,
small entity reductions are available to both third
party requesters and patent owners; however, micro
entity reductions are available only to patent owners.

When afeeisrequired in amerged proceeding (see

MPEP § 2283 and § 2285), only a single fee is
needed even though multiple copies of the
submissions (one for each file) are required.
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1. MAILING

A transmittal form with the requester’s address will
be used to forward copies of Office actions (and any
references cited in the Office actions) to the
requester. Whenever an Office action is issued, a
copy of this form will be made and attached to a
copy of the Office action. The use of this form
removes the need to retype the requester’s address
each time a mailing is required. When the patent
owner is the requester, no such form is needed.

2234 Entry of Amendments[R-07.2015]

37 CFR 1.121 Manner of making amendmentsin

applications.
*kkkk

(7)) Amendmentsin reexamination proceedings. Any
proposed amendment to the description and claimsin patents
involved in reexamination proceedings must be madein
accordance with § 1.530.

*kkkk

37 CFR 1.530 Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship changein ex parte
or inter partes reexamination.

*kkkk

(d) Making amendmentsin a reexamination proceeding.
A proposed amendment in an ex parte or an inter partes
reexamination proceeding is made by filing a paper directing
that proposed specified changes be made to the patent
specification, including the claims, or to the drawings. An
amendment paper directing that proposed specified changes be
made in a reexamination proceeding may be submitted as an
accompaniment to arequest filed by the patent owner in
accordance with § 1.510(e), as part of a patent owner statement
in accordance with paragraph (b) of this section, or, where
permitted, during the prosecution of the reexamination
proceeding pursuant to § 1.550(a) or § 1.937.

(1) Specification other than the claims. Changesto
the specification, other than to the claims, must be made by
submission of the entire text of an added or rewritten paragraph
including markings pursuant to paragraph (f) of this section,
except that an entire paragraph may be deleted by a statement
deleting the paragraph, without presentation of the text of the
paragraph. The precise point in the specification must be
identified where any added or rewritten paragraph is located.
This paragraph applies whether the amendment is submitted on
paper or compact disc ( see 88 1.96 and 1.825).

(2) Claims. An amendment paper must include the
entire text of each patent claim which is being proposed to be
changed by such amendment paper and of each new claim being
proposed to be added by such amendment paper. For any claim
changed by the amendment paper, a parenthetical expression
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“amended,” “twice amended,” etc. , should follow the claim
number. Each patent claim proposed to be changed and each
proposed added claim must include markings pursuant to
paragraph (f) of this section, except that a patent claim or
proposed added claim should be canceled by a statement
canceling the claim, without presentation of the text of theclaim.

(3) Drawings. Any changeto the patent drawings must
be submitted as a sketch on a separate paper showing the
proposed changes in red for approval by the examiner. Upon
approval of the changes by the examiner, only new sheets of
drawings including the changes and in compliance with § 1.84
must be filed. Amended figures must be identified as
“Amended,” and any added figure must be identified as“New.”
In the event afigure is canceled, the figure must be surrounded
by brackets and identified as “ Canceled.”

(4) Theformal requirements for papers making up the
reexamination proceeding other than those set forth in this
section are set out in § 1.52.

(e) Satus of claims and support for claim changes.
Whenever there is an amendment to the claims pursuant to
paragraph (d) of this section, there must also be supplied, on
pages separate from the pages contai ning the changes, the status
(i.e, pending or canceled), as of the date of the amendment, of
all patent claimsand of all added claims, and an explanation of
the support in the disclosure of the patent for the changesto the
claims made by the amendment paper.

(f) Changes shown by markings. Any changes relative to
the patent being reexamined which are made to the specification,
including the claims, must include the following markings:

(1) The matter to be omitted by the reexamination
proceeding must be enclosed in brackets; and

(2) The matter to be added by the reexamination
proceeding must be underlined.

(9) Numbering of patent claims preserved. Patent claims
may hot be renumbered. The numbering of any claims added
in the reexamination proceeding must follow the number of the
highest numbered patent claim.

(h) Amendment of disclosure may be required. The
disclosure must be amended, when required by the Office, to
correct inaccuracies of description and definition, and to secure
substantial correspondence between the claims, the remainder
of the specification, and the drawings.

(i) Amendments made relative to patent. All amendments
must be made relative to the patent specification, including the
claims, and drawings, which arein effect as of the date of filing
the request for reexamination.

(i) No enlargement of claim scope. No amendment may
enlarge the scope of the claims of the patent or introduce new
matter. No amendment may be proposed for entry in an expired
patent. Moreover, no amendment, other than the cancellation
of claims, will be incorporated into the patent by a certificate
issued after the expiration of the patent.

(k) Amendments not effective until certificate . Although
the Office actions will treat proposed amendments as though
they have been entered, the proposed amendments will not be
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effective until the reexamination certificate isissued and
published.

*kkkk

Amendments which comply with 37 CFR 1.530(d)
through (j) (and are formally presented pursuant to
37 CFR 1.52(a) and 37 CFR 1.52(b), and contain all
feesrequired by 37 CFR 1.20(c)) are entered in the
reexamination file.

Patent claims must not be renumbered, and the
numbering of the claims added during reexamination
must follow the number of the highest numbered
patent claim.

ALL amendments in reexamination proceedings,
including examiner’s amendments made at the time
when the Notice of Intent to Issue Ex Parte

Reexamination Certificate (NIRC) is prepared (37
CFR 1.121(g) does not apply in reexamination
proceedings), must be presented in theform of afull
copy of thetext of each claim which isamended and
each paragraph of the description which isamended.
In other words, the entire claim or paragraph must
be presented for any amendment of the claim or

paragraph.

If aportion of the text is amended more than once,
each amendment should indicate ALL of the changes
(insertions and deletions) in relation to the current
text of the patent under reexamination.

Although amendments will be entered for purposes
of examination, the amendments are not legaly
effective until the reexamination certificateisissued
and published.

See MPEP § 2250 for manner of making
amendments by patent owner and for examples of
proper clam amendment format. For clerical
handling of amendments, see MPEP § 2270. See
also MPEP § 2221 for amendments included in the
request filed under 35 U.S.C. 302 by the patent
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owner. For entry of amendments in a merged
proceeding, see MPEP § 2283 and § 2285.

2235 Record Systems [R-07.2015]
PALM — MONITORING SYSTEMS

The Patent Application Locating and Monitoring
(PALM) system isused to support the reexamination
process. The sectionsbelow delineate PALM related
activities.

(A) Reexamination FileDataon PALM — The
routine PALM retrieval transactions are used to
obtain data on reexamination files. From the USPTO
intranet site, Office staff can click on “PALM” and
then “ General Information” which opensthe PALM
INTRANET Genera Information Display. From
here, enter the patent number in the box labeled
Patent #. Then click on “ Search” and when the
“Patent Number Information” appears, click on
“Continuity Data’ to obtain the reexamination
number.

(B) Reexamination e-File— The papers of a
reexamination proceeding may be viewed on IFW.
PALM providesinformation for the reexamination
proceeding as to the patent owner and requester,
contents, status, and related Office proceedings
(applications, patents and reexamination
proceedings). Some of the data entry for
reexamination in PALM is different from that of a
regular patent application. There are also differences
in the status codes — all reexamination proceedings
generally have status codesin the“ 400" range (there
are some in the “800" range for some inter partes
documents and actions).

(C) Patent File Location Control for Patents
Not Available on IFW, i.e., Available Only in Paper
File — The movement of paper patent files related
to requests for reexamination throughout the Office
is monitored by the PALM system. If the patent file
isin paper form, the paper file should be ordered
and scanned into the Image File Wrapper (IFW) for
access throughout the prosecution of the
reexamination proceeding.

(D) Reporting Eventsto PALM — The PALM
system is used to monitor major events that take
place in processing reexamination proceedings.
During initial processing al major pre- ex parte
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examination events arereported. During the ex parte
phase, the mailing of examiner’s actionsis reported
as well as owner’s responses thereto. The Central
Reexamination Unit isrespons blefor reporting these
events by, e.g., using the reexamination icon and
window initiated in the PALM EXPO program.
Examples of the events that may be reported (in the
PALM system or in the tracking system of the Office
of Petitions) are asfollows:

(1) Determination Mailed — Denia of
request for reexamination.

(2) Determination Mailed— Grant of request
for reexamination.

(3) Petition for reconsideration of
determination received.

(4) Decision on petition mailed — Denied.
(5) Decision on petition mailed — Granted.

(6) Owner response to determination
(owner’s statement) received.

(7) Requester response to determination
(requester’s reply) received.

(8) The mailing of all examiner actions.

(9) The receipt of owner’s responsesto
examiner's actions and Office receipt date.

Each of these events, as well as additional events
reported by the Central Reexamination Unit (CRU)
Technical Support Staff (TSS) will be permanently
recorded and displayed in the “ Contents” portion of
PALM. In addition, status representative of these
events will also be displayed.

(E) Status Reports — Various weekly reports
can be generated for the event reporting discussed
above. The primary purpose of these reportsisto
assure that reexaminations are, in fact, processed
with “special dispatch.”

PALM Reports — A number of automated reports
generated from the PALM system are provided to
the CRU and other appropriate TCs at the beginning
of each week. These reports serve to indicate to the
CRU and other appropriate TCs when certain
deadlines are approaching. Each report is subdivided
by working group and lists the requestsin control
number sequence. For example:

(1) Preexam Reexam — Thisreport serves
to highlight those requests which have not been
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assigned to an examiner by the sixth week sincetheir
filing. Requests appearing on this report should be
located and docketed immediately.

(2) ReexamsAwaiting FA —Thisreport lists
those proceedings awaiting first action after the
mailing of the order granting reexamination. This
report includes ex parte reexaminations, including
reexaminations ordered under 35 U.S.C. 257, and

inter partes reexaminations.

(3) Reexam Actionsin CRU —Thisreport
lists reexamination proceedings located in the
Central Reexamination Unit (CRU) with actiontype
and date.

(4) Reexam PTAB - status 143, 440, 441 and
887-891 — Thisreport liststhe proceedings that have
been forwarded to the Patent Trial and Appeal Board
(PTAB).

2236 Assignment of Reexamination
[R-07.2015]

Reexamination requests are generally assigned to
the Central Reexamination Unit (CRU) art unit
which examines the technology (Chemical,
Electrical, Mechanical, etc.) in which the patent to
be reexamined is currently classified as an original.
In that art unit, the CRU Supervisory Patent
Reexamination Speciaist (SPRS) will assign the
reexamination regquest to a primary examiner, other
than the examiner who originally examined the
patent application (see “Examiner Assignment
Policy” below), who is most familiar with the
claimed subject matter of the patent. In an extremely
rare situation, where a proceeding is ill in a
Technology Center (TC) rather than the CRU, the
reexamination may be assigned to an assistant
examiner if no knowledgeable primary examiner is
available. In such an instance a primary examiner
must sign all actions, conference all actions with a
SPRS or manager and another examiner, and take
responsibility for all actions taken.

I. EXAMINER ASSIGNMENT POLICY

Itisthe policy of the Office that the CRU SPRSwill
assign the reexamination request to an examiner
different from the examiner(s) who examined the
patent  application. Thus, under normal
circumstances, the reexamination regquest will not
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be assigned to a primary examiner or assistant
examiner who was involved in any part of the
examination of the patent for which reexamination
is requested (e.g., by preparing/signing an action),
or was so involved in the examination of the parent
of the patent. Thiswould preclude assignment of the
reguest to an examiner who was a conferee in an
appeal conference or panel review conferencein an
earlier concluded examination of the patent (e.g.,
the application for patent, a reissue, or a prior
concluded reexamination proceeding). The conferee
is considered to have participated in preparing the
Office action which is preceded by the conference.

Exceptions to this general policy include cases
where the original examiner is the only examiner
with adequate knowledge of the rel evant technol ogy
to examinethe case. Inthe unusual case wherethere
is a need to assign the request to the original
examiner, the assignment must be approved by the
CRU Director, and the fact that such approval was
given by the CRU Director must be stated by the
examiner in the decison on the request for
reexamination or must be indicated with the CRU
Director’s signature affixed at the end of the order
or action.

It should be noted that while an examiner who
examined an earlier concluded reexamination
proceeding is generally excluded from assignment
of a newly filed reexamination, if the earlier
reexamination is still ongoing, the same examiner
will generally be assigned the new reexamination.

Copending reissue and reexamination proceedings:

(A) When areissue application is pending for a
patent, and a reexamination request is filed under
35 U.S.C. 302 for the same patent, the reexamination
request is generally assigned to an examiner who
did not examinethe original patent application even
if the examiner who examined the patent application
is also examining the reissue application. If the
reexamination request isgranted and the reissueand
reexamination proceedings are later merged (see
MPEP § 2285), the merged proceeding will be
handled (upon return of the files from the Office of
Patent Legal Administration (OPLA)) by the
examiner who is handling the reissue application.
However, if that examiner was involved in any part
of the examination of the patent for which
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reexamination is requested (e.g., by
preparing/signing an action), or was involved in the
examination of the parent application of the patent,
adifferent examiner will be assigned. In this
instance, the reissue application would betransferred
(reassigned) from the originally assigned examiner.

(B) When areexamination proceeding ispending
for apatent, and areissue applicationisfiled for the
same patent:

(1) Where reexamination has already been
ordered (granted) in the reexamination proceeding,
OPLA should be notified as promptly as possible
after the reissue application is available for
docketing, that the proceedings are ready for
consideration of merger. If any of the reexamination
file, the reissue application, and the patent file are
paper files, they should be scanned into the Image
File Wrapper (IFW) at the time of the notification
to OPLA. If the reissue and reexamination
proceedings are merged by OPLA, the reissue
application will generally be assigned to the
examiner who would ordinarily handle the reissue
application. However, if that examiner wasinvolved
in any part of the examination of patent for which
reexamination is requested (e.g., by
preparing/signing an action), or was so involved in
the examination of the parent application of the
patent, a different examiner will be assigned. If the
reissue and reexamination proceedings are not
merged by OPLA, thedecisionwill provide guidance
asto assignment of the reissue proceeding depending
on the individual fact situation.

(2) If reexamination has not yet been ordered
(granted) in the reexamination proceeding, the
Supervisory Patent Reexamination Specidist (SPRS)
will ensure that the reissue application is not
assigned nor acted on, and the decision on the
reexamination request under 35 U.S.C. 302 will be
made. |f reexamination isdenied, the reexamination
proceeding will be concluded pursuant to MPEP §
2294, and the reissue application assigned in
accordance with MPEP § 1440. If reexamination is
granted, the SPRS will await the filing of any
statement under 37 CFR 1.530 and any reply under
37 CFR 1.535, or the expiration of thetimefor same
(see MPEP § 2249 — § 2251), and then OPL A should
be promptly notified that the proceedings are ready
for consideration of merger. If any of the
reexamination file, the reissue application, and the
patent file are paper files, they should be scanned
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into the Image File Wrapper (IFW) at the time of
the notification to OPLA. If the reissue and
reexamination proceedings are merged by OPLA,
the reissue application will generally be assigned
(upon return of thefilesfrom OPLA) to the examiner
who ordinarily handles the reissue application.
However, if that examiner was involved in any part
of the examination of the patent for which
reexamination is requested (e.g., by
preparing/signing an action), or was so involved in
the examination of the parent application of the
patent, a different examiner will be assigned. If the
reissue and reexamination proceedings are not
merged by OPLA, the decision may provide
guidance asto assignment of the rei ssue proceeding,
if necessary, depending on the individual fact
situation.

1. CONSEQUENCES OF INADVERTENT
ASSIGNMENT TO AN “ORIGINAL EXAMINER”

Should a reexamination be inadvertently assigned
to an “original examiner” (in a situation where the
TC or CRU Director’s approval is not stated in the
decision on the request), the patent owner or thethird
party requester who objects must promptly file a
paper aerting (notifying) the Office of thisfact. Any
paper aderting (notifying) the Office to the
assignment to an “original examiner” must be filed
within two months of the first Office action or other
Office communication indicating the examiner
assignment, or reassignment based on the objection
will not be considered. Reassignment of the
reexamination to a different examiner will be
addressed on a case-by-case basis. In no event will
the assignment to the original examiner, by itself,
be grounds for vacating any Office decision(s) or
action(s) and “restarting” the reexamination.

A situation may arise where a party timely (i.e.,
within the two months noted above) files a paper
aerting (notifying) the Office to the assignment of
areexamination to the “original examiner,” but that
paper does not have aright of entry under the rules.
An example of thisiswhere athird party requester
becomes aware of the assignment to the “original
examiner” via that examiner signing the order for
reexamination, and the patent owner does not file a
statement under 37 CFR 1.530. In that situation, the
third party requester cannot file a reply under 37
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CFR 1.535, and thus has no way to present the paper
directed to the examiner assignment (no right of
entry under the rules). In situations where a paper
directed to the examiner assignment has no right of
entry under therules, the Office may waivetherules
to the extent that the paper directed to the examiner
assignment will be entered and considered.

2237 Transfer Procedure [R-07.2015]

Although the number of reexamination requests
which must be transferred should be very small, the
following procedures have been established for an
expeditious resolution of any such problems.

A reexamination request is normally assigned to a
Central Reexamination Unit (CRU) art unit which
examines the technology (Chemical, Electrica,
Mechanical, etc.) in which the patent to be
reexamined is currently classified as an original. If
the CRU Supervisory Patent Reexamination
Specidlist (SPRS) (to whose art unit the
reexamination has been assigned) believes that the
reexamination should be assigned to another art unit,
he or she must obtain the consent of the CRU SPRS
of theart unit to which atransfer isdesired. Pursuant
to 35 U.S.C. 305, al ex parte reexamination
proceedings must be conducted with special dispatch
within the Office. This applies to the transfer of
reexamination proceedings. Accordingly, the CRU
SPRS to whose art unit the reexamination has been
assigned should expeditiously make any request for
transfer of a reexamination proceeding to the CRU
SPRS of the art unit to which a transfer is desired
(the “new” art unit). Any conflict which cannot be
resolved by the SPRSswill be resolved by the CRU
Director.

If the “new” art unit accepts assignment of the
reexamination request, the“new” CRU SPRSassigns
the request to an examiner in that unit.

2238 Time Reporting [R-11.2013]

It is essentiad that al time expended on
reexamination activitiesbe reported accurately. Thus,
al USPTO personnel should report all time spent
on reexamination on their individual Time and
Attendance Reports. Even activities such as
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supervision, copying, typing, and docketing should
be included.

2239 Reexamination Ordered at the
Director’sInitiative [R-07.2015]

37 CFR 1.520 Ex parte reexamination at theinitiative of the
Director.

The Director, at any time during the period of enforceability of
a patent, may determine whether or not a substantial new
question of patentability is raised by patents or printed
publications which have been discovered by the Director or
which have been brought to the Director’s attention, even though
no request for reexamination has been filed in accordance with
§ 1.510 or § 1.913. The Director may initiate ex parte
reexamination without a request for reexamination pursuant to
8 1.510 or § 1.913. Normally requests from outside the Office
that the Director undertake reexamination on his own initiative
will not be considered. Any determination to initiate ex parte
reexamination under this section will become a part of the
official file of the patent and will be mailed to the patent owner
at the address as provided for in § 1.33(c).

The Director of the USPTO may initiate
reexamination without a request being filed and
without a fee being paid. Such reexamination may
be ordered a any time during the period of
enforceability of the patent.

A decision to order reexamination at the Director’s
initiative is, however, rare. Only in compelling
circumstances, after a review of al the facts
concerning the patent, would such a decision be
made. Authority to order reexamination at the
Director’sinitiative has been delegated to the Deputy
Commissioner for Patent Examination Policy. A
decision to order reexamination at the Director’s
initiative may also be made by the Director of the
USPTO, the Deputy Director or the Commissioner
for Patents.

If an Office empl oyee becomes aware of an unusual
fact situation in a patent which he or she considers
to clearly warrant reexamination, a memorandum
setting forth these facts (including a proposed
rejection of all appropriate claims) should be
forwarded to the Office of Patent Legd
Administration (OPLA) through the Centra
Reexamination Unit (CRU) or Technology Center
(TC) supervisory chain of command.
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If an order to reexamineisto beissued, the decision
is prepared in OPLA in cooperation with the CRU
or other appropriate Technology Center. The
decision is signed by the Deputy Commissioner for
Patent Examination Policy and mailed by the CRU.
The CRU technical support staff will prepare a
reexamination file and Official Gazette notice.
Examination and prosecution will then proceed
without further communication with anyone but the
patent owner.

If the Deputy Commissioner for Patent Examination
Policy refuses to issue an order for reexamination,
no record of any consideration of the matter will be
maintained in the patent file or anywhere elsein the
Office, and the patent owner will not be notified.

The Director of the USPTO will not normally
consider requests to order reexamination at the
Director’s initiative received from members of the
public. If a member of the public desres
reexamination of a patent, a request and fee should
be filed in accordance with 37 CFR 1.510.

2240 Decision on Request Filed under 35
U.S.C. 302 [R-07.2015]

35 U.S.C. 303 Deter mination of issue by Director.

(& Within three months following the filing of arequest
for reexamination under the provisions of section 302, the
Director will determine whether a substantial new question of
patentability affecting any claim of the patent concerned israised
by the request, with or without consideration of other patents
or printed publications. On hisown initiative, and any time, the
Director may determine whether a substantial new question of
patentability israised by patents and publications discovered
by him or cited under the provisions of section 301 or 302 of
thistitle. The existence of a substantial new question of
patentability is not precluded by the fact that a patent or printed
publication was previously cited by or to the Office or
considered by the Office.

(b) A record of the Director’s determination under
subsection (@) of this section will be placed in the official file
of the patent, and a copy promptly will be given or mailed to
the owner of record of the patent and to the person requesting
reexamination, if any.

(c) A determination by the Director pursuant to subsection
(a) of this section that no substantial new question of
patentability has been raised will be final and nonappeal able.
Upon such a determination, the Director may refund a portion
of the reexamination fee required under section 302.

37 CFR 1.515 Determination of the request for ex parte
reexamination.
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(a) Within three months following the filing date of a
request for an ex parte reexamination, an examiner will consider
the request and determine whether or not a substantial new
question of patentability affecting any claim of the patent is
raised by the request and the prior art cited therein, with or
without consideration of other patents or printed publications.
A statement and any accompanying information submitted
pursuant to § 1.501(a)(2) will not be considered by the examiner
when making a determination on the request. The examiner’s
determination will be based on the claims in effect at the time
of the determination, will become a part of the official file of
the patent, and will be given or mailed to the patent owner at
the address provided for in § 1.33(c) and to the person requesting
reexamination.

(b) Where no substantial new question of patentability has
been found, arefund of a portion of the fee for requesting ex
parte reexamination will be madeto the requester in accordance

with 8 1.26(c).

(c) Therequester may seek review by a petition to the
Director under § 1.181 within one month of the mailing date of
the examiner’'s determination refusing ex parte reexamination.
Any such petition must comply with § 1.181(b). If no petition
istimely filed or if the decision on petition affirms that no
substantial new question of patentability has been raised, the
determination shall be final and nonappealable.

Before making a determination on the request for
reexamination filed under 35 U.S.C. 302, alitigation
search from the Technical Support Staff (TSS) of
the Central Reexamination Unit (CRU) or the
Scientific and Technical Information Center (STIC)
must be done to check if the patent has been, or is,
involved in litigation. The “Litigation Review” box
on the reexamination IFW file jacket form
(RXFILJKT) should be completed to indicate that
the review was conducted and the results thereof. A
copy of the litigation search and the reexamination
file jacket form are scanned into the IFW
reexamination file history. Inthe rareinstance where
the record of the reexamination proceeding or the
litigation search indicates that additional information
is desirable, guidance as to making an additional
litigation search may be obtained from the library
of the Office of the Salicitor. If the patent is or was
involved in litigation, and a paper referring to the
court proceeding has been filed, reference to the
paper by number should be made in the “Litigation
Review” box on the reexamination |FW file jacket
form as, for example, “litigation; see paper filed
7-14-2005." If alitigation records search is already
noted on the file, the examiner need not repeat or
update it before making a determination on the
request.
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If litigation has concluded or is taking place in the
patent on which arequest for reexamination has been
filed, the request must be promptly brought to the
attention of the Central Reexamination Unit (CRU)
Supervisory Patent Reexamination Specialist
(SPRS), who should review the decision on the
request and any examiner’s action to ensure that it
conforms to the current Office litigation policy and
guidelines. See MPEP § 2286.

35 U.S.C. 303 requires that within 3 months
following the filing of a request for reexamination
filed under 35 U.S.C. 302, the Director of the
USPTO will determine whether or not the request
raises a “substantial new question of patentability”
affecting any clam of the patent of which
reexamination is desired. See also MPEP § 2241.
Such a determination may be made with or without
consideration of other patentsor printed publications
in addition to those cited in the request. No input
from the patent owner is considered prior to the
determination, unless the patent owner filed the
request. See Patlex Corp. v. Mossinghoff, 771 F.2d
480, 226 USPQ 985 (Fed. Cir. 1985).

The patent claims in effect at the time of the
determination will bethe basisfor deciding whether
asubstantial new question of patentability has been
raised. 37 CFR 1.515(a). Amendments which (1)
have been presented with the request if filed under
35 U.S.C. 302 by the patent owner, (2) have been
filed in apending reexamination proceeding in which
the certificate has not been issued, or (3) have been
submitted in a reissue application on which no
reissue patent has been issued, will not be considered
or commented upon when deciding requests.

The decision on the request for reexamination filed
under 35 U.S.C. 302 has as its object either the
granting or denial of an order for reexamination.
This decision is based on whether or not “a
substantial new question of patentability” is found.
A determination as to patentability/unpatentability
of the claims is not made in the decision on the
request; rather, this determination will be made
during the examination stage of the reexamination
proceedings if reexamination is ordered.
Accordingly, no primafacie case of unpatentability
need be found to grant an order for reexamination.
If adecision to deny an order for reexamination is
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made, the requester may seek review by a petition
under 37 CFR 1.181. See 37 CFR 1.515(c). See
MPEP § 2248. It should be noted that a decision to
deny the request for reexamination is equivalent to
afinal holding (subject only to a petition pursuant
to 37 CFR 1.515(c) for review of the denial) that the
reguest failed to raise a substantial new question of
patentability based on the cited art (patents and
printed publications).

It is only necessary to establish that a substantial
new question of patentability exists as to one of the
patent claims in order to grant reexamination. The
Office’'s determination in both the order for
reexamination and the examination stage of the
reexamination ordered under 35 U.S.C. 304 will
generaly belimited solely to areview of the claim(s)
for which reexamination was requested. If the
requester was interested in having all of the claims
reexamined, requester had the opportunity to include
them in its request for reexamination. However, if
the requester chose not to do so, those claim(s) for
which reexamination was not requested will
generally not be reexamined by the Office. It is
further noted that 35 U.S.C. 302 requiresthat “[t]he
reguest must set forth the pertinency and manner of
applying cited prior art to every claim for which
reexamination isrequested.” If the requester failsto
apply the art to certain claims, then the requester is
not statutorily entitled to reexamination of such
clams. If a requester chooses not to request
reexamination for aclaim, and thusfailsto set forth
the pertinency and manner of applying the cited art
to that claim as required by 37 CFR 1.510(b), that
claimwill generally not be reexamined. Thedecision
to reexamine any claim for which reexamination has
not been requested under 35 U.S.C. 302 lies within
the sole discretion of the Office, to be exercised
based on the individual facts and situation of each
individua case. If the Office chooses to reexamine
any claim for which reexamination has not been
requested under 35 U.S.C. 302, it is permitted to do
so. In addition, the Office may aways initiate a
reexamination on its own initiative of the
non-requested claim (35 U.S.C. 303(a)). See Sony
Computer Entertainment AmericaInc. v. Dudas, 85
USPQ2d 1594 (E.D. Va 2006). It isto be noted that
if a request fails to set forth the pertinency and
manner of applying the cited art to any claim for
which reexamination is requested as required by 37
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CFR 1.510(b), afiling date will not be awarded to
the request. See MPEP § 2217 and § 2227.

One instance where reexamination was carried out
only for the claims requested occurred in
reexamination control numbers 95/000,093 and
95/000,094, where reexamination was requested for
patent claimswhich were being litigated, but not for
clams which were not being litigated. In that
instance, the entirety of the reexamination was
limited to the claims for which reexamination was
requested, and which were also being litigated. The
Office's authority to carry out reexamination only
for the claimsfor which reexamination was requested
in reexamination control numbers 95/000,093 and
95/000,094 was confirmed by the court in  Sony,
supra. Seealso MPEP § 2242 for the situation where
there was a prior final federa court decision as to
theinvalidity/unenforceability of some of theclaims,
as another example of non-examination of some of
the patent claims in areexamination proceeding.

Thedecision on the request for reexamination should
discuss al of the patent claims reguested for
reexamination. The examiner should limit the
discussion of those claims in the order for
reexamination as to whether a substantial new
question of patentability has been raised. The
examiner SHOULD NOT reject claimsin the order
for reexamination. Rather, any rejection of the claims
will be made in the first Office action (on the
patentability of the claims) that is issued after the
expiration of the time for submitting any patent
owner statement and requester reply that follow the
examiner’s order.

A patent owner clam scope statement and any
accompanying information submitted pursuant to
37 CFR 1.501(a)(2) will not be considered by the
examiner when making the determination of whether
to order ex parte reexamination under 35 U.S.C.
304. Thisis so, because 35 U.S.C. 301(d) provides
that a written statement submitted pursuant to 35
U.SC. 301(a)(2), and additional information
submitted pursuant to 35 U.S.C. 301(c) are not to
be considered by the Office for any purpose other
than to determine the proper meaning of a patent
claimin aproceeding that is ordered pursuant to 35
U.S.C. 304. In making the determination of whether
to order reexamination, the Office will determine
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the proper meaning of the patent claims by giving
the claims their broadest reasonable interpretation
consistent with the specification (see In re
Yamamoto, 740 F.2d 1569 (Fed. Cir. 1984)), except
in the case of an expired patent (in areexamination
involving claims of an expired patent, clam
construction is pursuant to the principle set forth by
the court in Phillips v. AWH Corp., 415 F.3d 1303,
1316, 75 USPQ2d 1321, 1329 (Fed. Cir. 2005)
(words of aclaim “are generally given their ordinary
and customary meaning” as understood by a person
of ordinary skill in the art in question at the time of
the invention), see Ex parte Papst-Motoren, 1
USPQ2d 1655 (Bd. Pat. App. & Inter. 1986)). If
reexamination isordered, the patent owner statement,
if applicable, and any accompanying information
submitted pursuant to 37 CFR 1.501(a)(2) will be
considered during the examination stage to the fullest
extent possible when determining the scope of any
clams of the patent which are subject to
reexamination.

The examiner should indicate, insofar as possible,
hisor her initial position on all the issuesidentified
in the request filed under 35 U.S.C. 302 or by the
requester so that comment thereon may be received
in the patent owner’s statement and in the requester’s

reply.

The Director of the USPTO hasthe authority to order
reexamination only for a request which raises a
substantial new question of patentability. The
substantial new question of patentability requirement
protects patentees from having to respond to, or
participate in unjustified reexaminations. Patlex
Corp. v. Mossinghoff, 771 F.2d 480, 226 USPQ 985
(Fed. Cir. 1985).

I. REQUEST FOR REEXAMINATION OF THE
PATENT AFTER REISSUE OF THE PATENT

Where a request for reexamination is filed on a
patent after a reissue patent for that patent has
aready issued, reexamination will be denied,
because the patent on which the request for
reexamination is based has been surrendered. Should
reexamination of the reissued patent be desired, a
new request for reexamination, including and based
on the specification and the claims of the reissue
patent, must befiled. Where the reissue patent issues
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after the filing of a request for reexamination, see
MPEP § 2285.

Il. SECOND OR SUBSEQUENT REQUEST FILED
UNDER 35U.S.C. 302 DURING REEXAMINATION

If a second or subsequent request for ex parte
reexaminationisfiled (by any party) under 35 U.S.C.
302 whileafirst ex parte reexamination is pending,
the presence of a substantial new question of
patentability depends on the prior art (patents and
printed publications) cited by the second or
subsequent requester. If the requester includesin the
second or subsequent request prior art which raised
a substantial new question in the pending
reexamination, reexamination should be ordered
only if the prior art cited raises a substantia new
question of patentability whichisdifferent from that
raised in the pending reexamination proceeding. If
the prior art cited raises the same substantial new
question of patentability asthat raised in the pending
reexamination proceedings, the second or subsequent
reguest should be denied.

Where the request rai ses a different substantial new
question of patentability as to some patent claims,
but not asto others, the request would be granted in
part; see the orders issued in reexamination control
number 90/007,843 and 90/007,844.

Thesecond or subsequent request for reexamination
under 35 U.S.C. 302 may provideinformation raising
a substantial new question of patentability with
respect to any new or amended claim which hasbeen
proposed under 37 CFR 1.530(d) in the first (or
prior) pending reexamination proceeding. However,
in order for the second or subsequent request for
reexamination to be granted, the second or
subsequent requester must independently provide a
substantial new question of patentability which is
different from that raised in the pending
reexamination for the claimsin effect at the time
of the determination. The decision on the second
or subsequent request isbased on the claimsin effect
at the time of the determination (37 CFR 1.515(a)).
Thus, the second or subsequent request must be
directed to the claims of the patent, as modified by
any disclaimer, or by any reexamination certificate
that has issued as of the time of the determination.
If a “different” substantid new question of

2200-58



CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS

patentability is not provided by the second or
subsequent request for the claims in effect at the
time of the determination, the second or subsequent
reguest for reexamination must be denied since the
Office is only authorized by statute to grant a
reexamination proceeding based on a substantial
new guestion of patentability “affecting any claim
of the patent.” See 35 U.S.C. 303. Accordingly, there
must be at least one substantial new question of
patentability established for the existing claims in
the patent in order to grant reexamination.

Oncethe second or subsequent request has provided
a“different” substantial new question of patentability
based on the claims in effect at the time of the
determination, the second or subsequent request for
reexamination may & so provide information directed
to any proposed new or amended claim in the
pending reexamination, to permit examination of
the entire patent package. The information directed
to aproposed new or amended claim in the pending
reexamination is addressed during the later filed
reexamination (where a substantial new question of
patentability is raised in the later filed request for
reexamination for the existing claimsin the patent),
in order to permit examination of the entire patent
package. When a proper basis for the second or
subsequent request for reexamination is established,
it would be a waste of resources to prevent
addressing the proposed new or amended claims, by
requiring parties to wait until the certificate issues
for the proposed new or amended claims, and only
then to file anew reexamination request challenging
the claims as revised via the certificate. This also
prevents a patent owner from simply amending all
the claims in some nominal fashion to preclude a
subsequent reexamination request during the
pendency of the reexamination proceeding.

In certain situations, after a grant of a second or
subsequent request for ex parte reexamination,
where (A) the patent owner files a petition under 37
CFR 1.182 as part of the statement or as the
statement, and (B) it appears clear that the second
or subsequent request was filed for purposes of
harassment of the patent owner, if the petition is
granted, prosecution on the second or subsequent
reexamination would be suspended. Merger of such
a second or subsequent request with the already
pending reexamination proceeding(s) would unduly
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prolong the conclusion of the pending reexamination
and be inconsistent with the requirement that
reexamination proceeding be conducted with special
dispatch.

If the second or subsequent requester does not
include the prior art which raised a substantial new
question of patentability in the pending
reexamination, reexamination may or may not be
ordered depending on whether the different prior art
raises a substantial new question of patentability.
The second or subsequent request should be
determined on its own merits without reference to
the pending reexamination.

For additional treatment of casesin which afirst ex
parte reexamination is pending at the time a second
or subsequent request for ex parte reexaminationis
to be decided, see MPEP § 2283.

For additional treatment of casesin which either the
first or subsequent request for reexamination, or
both, islare an inter partes reexamination
proceeding, see MPEP § 2640 and § 2686.01.

2241 Timefor Deciding Request Filed under
35 U.S.C. 302 [R-07.2015]

The determination of whether or not to reexamine
must be made within 3 months following the filing
date of arequest. See 35 U.S.C. 303(a) and 37 CFR
1.515(a). If the 3-month period ends on a Saturday,
Sunday, or federal holiday within the District of
Columbia, then the determination must be mailed
by the preceding business day. See the last portion
of MPEP § 2240 and also see MPEP _§ 2283 for
multiple copending reexamination proceedings. A
determination to reexamine may be made at any time
during the period of enforceability of a patent.

2242 Criteriafor Deciding Request Filed
under 35 U.S.C. 302 [R-07.2015]

I. SUBSTANTIAL NEW QUESTION OF
PATENTABILITY

The presence or absence of “a substantial new

question of patentability” determineswhether or not
reexamination is ordered. The meaning and scope
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of the term “a substantial new question of
patentability” is not defined in the statute and must
be devel oped to some extent on a case-by-case basis,
using the case law to provide guidance as will be
discussed in this section.

If the prior art patents and printed publicationsraise
asubstantial question of patentability of at least one
claim of the patent, then a substantial new question
of patentability asto the claim is present, unlessthe
same question of patentability has already been: (A)
decided in afinal holding of invalidity by afederal
court in adecision on the meritsinvolving theclaim,
after all appeals; (B) decided in an earlier concluded
examination or review of the patent by the Office;
or (C) raised to or by the Office in a pending
reexamination or supplemental examination of the
patent. Issues involving 35 U.S.C. 325(d) must be
referred to the Director of the CRU.

An earlier concluded examination or review of the
patent is: (A) the origina examination of the
application which matured into the patent; (B) the
examination of the patent in a reissue application
that has resulted in a reissue of the patent; (C) the
examination of the patent in an earlier concluded
reexamination or supplemental examination; (D) the
review of the patent in an earlier concluded trial by
the Patent Trial and Appeal Board, such as a
post-grant review, inter partes review, or covered
business method review of the patent; or (E) any
other contested Office proceeding which has been
concluded and which involved the patent. The
answer to the question of whether a* substantial new
guestion of patentability” exists, and therefore
whether reexamination may be had, is decided by
the examiner, and the examiner’s determination may
be reconsidered:

(a) If reexaminationisdenied —as set forthin M PEP
§ 2248,

(b) If reexamination is granted — as set forth in
MPEP § 2246, subsection 11.

A prior art patent or printed publication raises a
substantial question of patentability where there is
a substantial likelihood that a reasonable examiner
would consider the prior art patent or printed
publication important in deciding whether or not the
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claim is patentable. If the prior art patents and/or
publications would be considered important, then
the examiner should find “ asubstantial new question
of patentability” unless the same question of
patentability has already been decided asto theclaim
in afinal holding of invalidity by afederal court or
by the Office in an earlier concluded examination
or review of the patent, or unless the same question
of patentability has been raised to or by the Office
in a pending reexamination or supplemental
examination of the patent. For example, the same
question of patentability may have aready been
decided by the Office where the examiner finds the
additional (newly provided) prior art patents or
printed publications are merely cumulativeto similar
prior art already fully considered by the Officein an
earlier concluded examination or review of theclaim.

For “a substantial new question of patentability” to
be present, it isonly necessary that: (A) the prior art
patents and/or printed publicationsraise a substantial
question of patentability regarding at least one claim,
i.e., theteaching of the (prior art) patentsand printed
publications is such that a reasonable examiner
would consider the teaching to be important in
deciding whether or not the claim is patentable; and
(B) the same question of patentability asto theclaim
has not been decided by the Office in an earlier
concluded examination or review of the patent,
raised to or by the Officein apending reexamination
or supplemental examination of the patent, or
decided in a fina holding of invalidity (after all
appeals) by afedera court in adecision on the merits
involving the claim. If a reexamination proceeding
was terminated/vacated without resolving the
substantial question of patentability question, it can
be re-presented in a new reexamination request. It
is not necessary that a “ prima facie’ case of
unpatentability exist as to the claim in order for “a
substantial new question of patentability” to be
present as to the claim. Thus, “a substantial new
question of patentability” asto a patent claim could
be present even if the examiner would not
necessarily reject the claim aseither fully anticipated
by, or obvious in view of, the prior art patents or
printed publications. As to the importance of the
difference between “a substantial new question of
patentability” and a “ prima facie” case of
unpatentability see generally In re Etter, 756 F.2d
852, 857 n.5, 225 USPQ 1, 4 n.5 (Fed. Cir. 1985).
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Note that the clarification of the legal standard for
determining obviousness under 35 U.S.C. 103 in
KSR International Co. v. Teleflex Inc. (KSR), 550
U.S. 398, 82 USPQ2d 1385 (2007) does not alter
the legal standard for determining whether a
substantial new question of patentability exists. See
the discussion in MPEP § 2216.

Where a second or subsequent request for
reexamination of a patent is made before the
concluson of an ealier filed reexamination
proceeding pending (ongoing) for that patent, the
second or subsequent request for reexamination may
provide information raising a substantial new
guestion of patentability with respect to any new or
amended claim which has been proposed under 37
CFR 1.530(d) in the ongoing pending reexamination
proceeding. However, in order for the second or
subsequent request for reexamination to be granted,
the second or subsequent requester must
independently provide asubstantial new question of
patentability which is different from that raised in
the pending reexamination for the claimsin effect
at the time of the determination The decision on
the second or subsequent request is based on the
claimsin effect at the time of the determination (37
CFR 1.515(a)). Thus, the second or subsequent
request must be directed to the claims of the patent,
as modified by any disclaimer, or by any
reexamination certificate that has issued as of the
time of the determination. If a“different” substantial
new guestion of patentability isnot provided by the
second or subsequent request for the claimsin effect
at the time of the determination, the second or
subsequent request for reexamination must be denied
sincethe Officeisonly authorized by statuteto grant
a reexamination proceeding based on a substantial
new guestion of patentability “affecting any claim
of the patent.” See 35 U.S.C. 303. Accordingly, there
must be at least one substantial new question of
patentability established for the existing claims in
the patent in order to grant reexamination.

Oncethe second or subsequent request has provided
a“different” substantial new question of patentability
based on the claims in effect at the time of the
determination, the second or subsequent request for
reexamination may & so provideinformation directed
to any proposed new or amended claim in the
pending reexamination, to permit examination of
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the entire patent package. The information directed
to aproposed new or amended claim in the pending
reexamination is addressed during the later filed
reexamination (where a substantial new question is
raised in the later reexamination for the existing
claimsin the patent), in order to permit examination
of the entire patent package. When a proper basis
for the subsequent reexamination is established, it
would be awaste of resourcesto prevent addressing
the proposed new or amended claims, by requiring
parties to wait until the certificate issues for the
proposed new or amended claims, and only then to
file a new reexamination request challenging the
clams as revised via the certificate. This aso
prevents a patent owner from simply amending all
the claims in some nominal fashion to preclude a
subsequent reexamination request during the
pendency of the reexamination proceeding.

Il. POLICY IN SPECIFIC SITUATIONS

In order to further clarify the meaning of “a
substantial new question of patentability” certain
situations are outlined below which, if present,
should be considered when making a decision asto
whether or not “a substantial new question of
patentability” ispresent. Issuesinvolving 35 U.S.C.
325(d) must be referred to the Director of the CRU.

A. Prior Favorable Decisions by the U.S. Patent and
Trademark Office (Office) on the Sameor Substantially
Identical Prior Artin Relation to the Same Patent

A “substantial new question of patentability” is not
raised by prior art presented in a reexamination
request if the Office has previously considered (in
an earlier concluded examination or review of the
patent) the same question of patentability as to a
patent claim favorable to the patent owner based on
the same prior art patents or printed publications.

In re Recreative Technologies, 83 F.3d 1394, 38
USPQ2d 1776 (Fed. Cir. 1996).

In deciding whether to grant a request for
reexamination of apatent, the examiner should check
the patent’s file history to ascertain whether any of
the prior art now advanced by requester was
previoudly cited/considered in an earlier concluded
examination or review of the patent or has been
raised to or by the Officein apending reexamination
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or supplemental examination of the patent. For the
sake of expediency, such art is referred to as “old
art” throughout, since the term “old art” was coined
by the Federal Circuit in its decision of In re
Hiniker, 150 F.3d 1362,1365-66, 47 USPQ2d 1523,
1526 (Fed. Cir. 1998).

In adecision to order reexamination made on or after
November 2, 2002, reliance on old art does not
necessarily preclude the existence of a substantial
new question of patentability that is based
exclusively onthat old art. See Public Law 107-273,
116 Stat. 1758, 1899-1906 (2002), which expanded
the scope of what qualifies for a substantial new
guestion of patentability upon which areexamination
may be based. Determinations on whether a
substantial new question of patentability exists in
such an instance shall be based upon afact-specific
inquiry done on a case-by-case basis. For example,
a substantial new question of patentability may be
based solely on old art where the old art is being
presented/viewed in a new light, or in a different
way, as compared with its use in the earlier
examination(s), in view of amaterial new argument
or interpretation presented in the request. Such
material new argument or interpretation may be
based solely on claim scope of the patent being
reexamined.

Whenit isdetermined that a substantial new question
of patentability based solely onold art israised, form
paragraph 22.01.01 should be included in the order
for reexamination.

9 22.01.01 Criteriafor Applying Old Art as Sole Basis for
Reexamination

The above [1] is based solely on patents and/or printed
publications already cited/considered in an earlier concluded
examination or review of the patent being reexamined, or has
been raised to or by the Office in a pending reexamination or
supplemental examination of the patent. On November 2, 2002,
Public Law 107-273 was enacted. Title 111, Subtitle A, Section
13105, part (a) of the Act revised the reexamination statute by
adding the following new last sentenceto 35 U.S.C. 303(a) and

312(a):

"The existence of a substantial new question of
patentability is not precluded by the fact that a patent or
printed publication was previously cited by or to the
Office or considered by the Office."
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For any reexamination ordered on or after November 2, 2002,
the effective date of the statutory revision, reliance on previously
cited/considered art, i.e., “old art,” does not necessarily preclude
the existence of a substantial new question of patentability
(SNQ) that is based exclusively on that old art. Rather,
determinations on whether a SNQ exists in such an instance
shall be based upon a fact-specific inquiry done on a
case-by-case basis.

In the present instance, there exists a SNQ based solely on [2].
A discussion of the specifics now follows:

(3]

Examiner Note:

1. Inbracket 1, insert “substantial new question of
patentability” if the present form paragraph is used in an order
granting reexamination (or aTC or CRU Director’sdecision on
petition of the denia of reexamination). If this form paragraph
is used in an Office action, insert “ground of rejection.”

2. Inbracket 2, insert the old art that is being applied as the
sole basis of the SNQ. For example, “the patent to J. Doe” or
“the patent to J. Doe when taken with the Jones publication” or
“the combination of the patent to J. Doe and the Smith
publication” could be inserted. Where more than one SNQ is
presented based solely on old art, the examiner would insert all
such bases for SNQ.

3. Inbracket 3, for each basisidentified in bracket 2, explain
how and why that fact situation appliesin the proceeding being
acted on. The explanation could be for example that the old art
is being presented/viewed in anew light, or in adifferent way,
as compared with its use in the earlier examination(s), in view
of amaterial new argument or interpretation presented in the
request. See Ex parte Chicago Rawhide Mfg. Co., 223 USPQ
351 (Bd. Pat. App. & Inter. 1984).

4. Thisform paragraphisonly used thefirst timethe“aready
cited/considered” artisapplied, and isnot repeated for the same
art in subsequent Office actions.

See MPEP § 2258.01 for a discussion of the use of
“old art” in the examination stage of an ordered
reexamination (as a basis for rejecting the patent
claims).

B. Prior Adverse Decisions by the Office on the Same
or Substantially I dentical Prior Art in the Same Patent

A prior decision adverse to the patentability of a
claim of apatent by the Office based upon prior art
patents or printed publications would usually mean
that “a substantially new question of patentability”
Is present. Such an adverse decision by the Office
could, for example, arise from areissue application
which was abandoned after rejection of the claim
and without disclaiming the patent claim.
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C. Prior Adverse Reissue Application Final Decision
by the Director of the USPTO or the Board Based Upon
Grounds Other Than Patents or Printed Publications

Any prior adverse final decision by the Director of
the USPTO or the Patent Trial and Appea Board or
Board of Patent Appeals and Interferences (Board),
on an application seeking to reissue the same patent
on which reexamination is requested will be
considered by the examiner when determining
whether or not a “substantial new question of
patentability” is present. However, to the extent that
such prior adverse final decision was based upon
grounds other than patents or printed publications,
the prior adverse final decision will not be a basis
for determining whether or not a “substantial new
question of patentability” is present.

D. Prior Favorable or Adverse Decisions on the Same
or Substantially I dentical Prior Art Patentsor Printed
Publicationsin Other Cases not I nvolving the Patent

Whilethe Office would consider decisionsinvolving
substantially identical patentsor printed publications
in determining whether a“substantial new question
of patentability” is raised, the weight to be given
such decisionswill depend upon the circumstances.

1. POLICY WHERE A FEDERAL COURT
DECISION HASBEEN ISSUED ON THE PATENT

A. Final Holding of Validity by the Courts

When theinitial question as to whether the prior art
raises a substantial new question of patentability as
to apatent claimisunder consideration, the existence
of afinal court decision of claim validity in view of
the same or different prior art does not necessarily
mean that no new question is present, because of the
different standards of proof employed by the federal
district courts and the Office. While the Office may
accord deference to factual findings made by the
district court, the determination of whether a
substantial new question of patentability exists will
be made independently of the court’s decision on
validity, because it is not controlling on the Office.
See Inre Swanson et al., 540 F.3d 1368, 1378 (Fed.
Cir. 2008), where the Federal Circuit approved of
the Office'sinterpretation in MPEP § 2242. See also

In re Baxter International Inc., 678 F.3d 1357, 102
UsPQ2d 1925 (Fed. Cir. 2012) (patent
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reexamination should take notice of acourt decision
but the Office need not come to the same conclusion
asthe court).

B. Nonfinal Holding of I nvalidity or Unenforceability
by the Courts

A nonfinal holding of clam invalidity or
unenforceability will not be controlling on the
question of whether a substantial new question of
patentability is present.

C. Final Holding of Invalidity or Unenforceability by
the Courts

A  final holding of clam invalidity or
unenforceability, after all appeals, is controlling on
the Office. In such cases, asubstantial new question
of patentability would not be present asto the claims
finally held invalid or unenforceable.

As to subsections A, B, and C above, see Ethicon
v. Quigg, 849 F.2d 1422, 7 USPQ2d 1152 (Fed. Cir.
1988).

Any situations requiring clarification should be
brought to the attention of the Office of Patent Legal
Administration.

2243 ClaimsConsidered in Deciding Request
Filed under 35 U.S.C. 302 [R-07.2015]

The claims of the patent in effect at the time of the
determination will bethe basisfor deciding whether
“a substantial new question of patentability” is
present. 37  CFR 1.515(a). The Office's
determination in both the order for reexamination
and the examination stage of the reexamination under
35 U.S.C. 302 will generally be limited solely to a
review of the claim(s) for which reexamination was
requested. If the requester was interested in having
al of the claims reexamined, requester had the
opportunity to include them in its request for
reexamination. However, if the requester chose not
to do so, those claim(s) for which reexamination was
not regquested will generally not be reexamined by
the Office. It is further noted that 35 U.S.C. 302
requires that “[tlhe request must set forth the
pertinency and manner of applying cited prior art to
every claim for which reexamination is requested.”
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If the requester failsto apply the art to certain claims,
then the requester is not statutorily entitled to
reexamination of such claims. If a request fails to
set forth the pertinency and manner of applying the
cited art to any claim for which reexamination is
requested asrequired by 37 CFR 1.510(b), that claim
will generally not be reexamined. The decision to
reexamine any claim for which reexamination has
not been requested under 35 U.S.C. 302 lies within
the sole discretion of the Office, to be exercised
based on the individual facts and situation of each
individual case. If the Office chooses to reexamine
any claim for which reexamination has not been
regquested under 35 U.S.C. 302, it is permitted to do
so. In addition, the Office may aways initiate a
reexamination on its own initiative of the
non-requested claim (35 U.S.C. 303(a)). Thus, while
the examiner will ordinarily concentrate on those
claims for which reexamination is requested, the
finding of “a substantial new question of
patentability” can be based upon aclaim of the patent
other than the ones for which reexamination is
requested, if reexamination is requested under 35
U.S.C. 302. For example, the request filed under 35
U.S.C. 302 might seek reexamination of particular
claims, but the examiner is not limited to those
clams and can make a determination that “a
substantial new question of patentability” is present
as to other claims in the patent without necessarily
finding “a substantial new question” with regard to
the claims for which reexamination was requested.

Thedecision on the request for reexamination should
discuss al of the patent claims requested for
reexamination. The examiner should limit the
discussion of those clams in the order for
reexamination as to whether a substantial new
guestion of patentability has been raised.

See MPEP § 2242 for adiscussion of patent claims
which have been the subject of a prior decision.

Amendments and/or new claims presented in any

copending reexamination or reissue proceeding for
the patent to be reexamined will not (see MPEP §
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2240, subsection 11.) be considered nor commented
upon when deciding a request for reexamination.

2244 Prior Art on Which the Deter mination
IsBased in Requests Filed under 35 U.S.C.
302 [R-07.2015]

The determination under 35 U.S.C. 303(a) whether
or not “a substantial new question of patentability”
is present can be based upon any prior art patents or
printed publications. 35 U.S.C. 303(a) and 37 CFR
1.515(a) provide that the determination on arequest
will be made “with or without consideration of other
patents or printed publications,” i.e., other than those
relied upon in the request. The examiner is not
limited in making the determination based on the
patents and printed publications relied on in the
request. The examiner can find “a substantial new
question of patentability” based upon the prior art
patents or printed publications relied on in the
request, a combination of the prior art relied on in
the request and other prior art found elsewhere, or
based entirely on different patents or printed
publications. The primary source of patents and
printed publications used in making the
determination are those relied on in the request. For
reexamination ordered on or after November 2, 2002,
see MPEP § 2242, subsection |1.A. for adiscussion
of “old art.” The examiner can also consider any
patents and printed publications of record in the
patent file from submissions under 37 CFR 1.501
which are in compliance with 37 CFR 1.98 in
making the determination. If the examiner believes
that additional prior art patents and publications can
be readily obtained by searching to supply any
deficienciesin the prior art cited in the request, the
examiner can perform such an additional search.
Such a search should be limited to that area most
likely to contain the deficiency of the prior art
previously considered and should be made only
where there is a reasonable likelihood that prior art
can be found to supply any deficiency necessary to
“asubstantial new question of patentability.”

The determination should be made on the claimsin
effect at the time the decision is made (37 CFR

1.515(a)).

The Director of the USPTO hasthe authority to order
reexamination only in those cases which raise a
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substantial new question of patentability. The
substantial new question of patentability requirement
protects patentees from having to respond to, or
participate in unjustified reexaminations. See, e.g.,

Patlex Corp. v. Mossinghoff, 771 F.2d 480, 226
USPQ 985 (Fed. Cir. 1985).

2245 Processing of Decision [R-07.2015]

After the examiner has prepared the decision and
proofread and signed the fina version, the
reexamination file and decision areforwarded to the
Central Reexamination Unit (CRU) Legal Instrument
Examiner (LIE) for coordinating the clerical
processing carried out by the technical support staff.

A copy of the decision is then mailed to the patent
owner and to any third party, along with any required
copies of prior art documents. The signed copy of
the decision and a copy of any prior art enclosed is
made of record in the reexamination electronic file
(file history).

2246 Decision Ordering Reexamination
under 35 U.S.C. 304 [R-07.2015]

35 U.S.C. 304 Reexamination order by Director.

If, in a determination made under the provisions of subsection
303(a), the Director finds that a substantial hew question of
patentability affecting any claim of a patent is raised, the
determination will include an order for reexamination of the
patent for resolution of the question. The patent owner will be
given a reasonable period, not less than two months from the
date acopy of the determination isgiven or mailed to him, within
which he may file a statement on such question, including any
amendment to his patent and new claim or claims he may wish
to propose, for consideration in the reexamination. If the patent
owner files such a statement, he promptly will serve a copy of
it on the person who has requested reexamination under the
provisions of section 302. Within a period of two months from
the date of service, that person may file and have considered in
the reexamination a reply to any statement filed by the patent
owner. That person promptly will serve on the patent owner a
copy of any reply filed.

37 CFR 1.525 Order for ex parte reexamination.

(a) If asubstantial new question of patentability isfound
pursuant to § 1.515 or § 1.520, the determination will include
an order for ex parte reexamination of the patent for resolution
of the question. If the order for ex parte reexamination resulted
from a petition pursuant to § 1.515(c), the ex parte
reexamination will ordinarily be conducted by an examiner other
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than the examiner responsiblefor theinitial determination under

§1.515(a).

(b) The notice published in the Official Gazette under
8§1.11(c) will be considered to be constructive notice and ex
parte reexamination will proceed.

If a request for reexamination is granted, the
examiner's decision granting the request will
conclude that a substantial new question of
patentability has been raised by (A) identifying al
claimsand issues, (B) identifying the patents and/or
printed publications relied on, and (C) providing a
brief statement of the rational e supporting each new
question.

In the examiner's decision, the examiner must
identify at least one substantial new question of
patentability and explain how the prior art patents
and/or printed publications raise such a question.
The examiner should indicate, insofar as possible,
hisor her initial position on all the issues identified
in the request or by the requester (without rejecting
claims) so that comment thereon may be received
inthe patent owner’s statement and in the requester’'s
reply. The prior art relied on should be listed on a
form PTO-892 if it is not aready listed on a form
PTO/SB/08A or 08B, or PTO/SB/42 (or on aform
having a format equivalent to one of these forms)
by the requester. A copy of a reference should be
supplied only where it has not been previously
supplied to the patent owner and requester.

Asto each substantial new question of patentability
identified in the decision, the decision should point
out:

(A) Theprior art patentsand printed publications
which add some new teaching asto at least one
claim;

(B) What that new teaching is;

(C) Theclaimsthat the new teaching is directed
to;

(D) That the new teaching was not previously
considered nor addressed in the earlier concluded
examination or review of the patent or afinal holding
of invalidity by afederal court, and was not raised
to or by the Office in a pending reexamination or
supplemental examination of the patent;

(E) That the new teaching is such that a
reasonabl e examiner would consider the new
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teaching to be important in deciding to alow the
claim being considered; and

(F) Wherethe question israised, or whereit is
not clear that apatent or printed publication pre-dates
the patent claims, a discussion should be provided
asto why the patent or printed publication is deemed
to be available against the patent claims.

See MPEP § 2247.01 for an example of a decision
granting a request for reexamination.

Inasimple case, the examiner may adopt the reasons
provided by the requester in the discussion of the
substantial new question of patentability.

The example in MPEP § 2247.01 is drafted for the
case where the “request indicates that Requester
considers that Claims 1-3 are unpatentable over
Smith taken with Jones.” There may, however, be a
request that does not indicate the claims to be
unpatentable over the art , but rather that a
substantial new question of patentability is raised
by the art. This may occur, for example, in a patent
owner request filed to address prior art that raises a
substantial new question of patentability but the
claims are till patentable over the art. In such an
instance , the decision on the request should not
state that the “request indicates that Requester
considers that Claims 1-3 are unpatentable over
Smith taken with Jones.” Rather, it should state that
the “request indicates that Requester considers that
a substantial new question of patentability is raised
asto Claims 1-3 based on Smith taken with Jones.”

In the decision on the request, the examiner will not
decide, and no statement should be made as to,
whether the claims are rejected over the patents and
printed publications. The examiner does not decide
the question of patentability of the claims in the
decision on the regquest. The examiner only decides
whether there is a substantial new question of
patentability to grant the request to order
reexamination.

If arguments are raised by a requester (third party
or patent owner) as to grounds not based on the
patents or printed publications, such as those based
on public use or sale, or abandonment under
35 U.S.C. 102(c) for reexamination proceedings
examined under the first-to-invent prior art regime,
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the examiner should note that such grounds are
improper for reexamination under 35 U.S.C. 302
and are not considered or commented upon. See 37

CFR 1.552(c).

The decision granting the request must set forth the
time periods for the patent owner and requester to
filetheir statement and any reply thereto.

Form paragraph 22.01 should be used at the
beginning of each decision letter.

1 22.01 New Question of Patentability

A substantial new question of patentability affecting claim [1]
of United States Patent Number [2] is raised by the request for
ex parte reexamination.

Extensions of timeunder 37 CFR 1.136(a) will not be permitted
in these proceedings because the provisions of 37 CFR 1.136
apply only to “an applicant” and not to partiesin areexamination
proceeding. Additionally, 35 U.S.C. 305 requires that ex parte
reexamination proceedings “will be conducted with special

dispatch” (37 CFR 1.550(a)). Extensions of time in ex parte
reexamination proceedings are provided for in 37 CFR 1.550(c).

Form paragraph 22.73 should be used at the end of
each decision | etter.

9 22.73 Correspondence and Inquiry asto Office Actions

All correspondence relating to this ex parte reexamination
proceeding should be directed:

By EFS: Registered users may submit via the electronic filing
system EFS-Web, at
https://ef s.uspto.gov/efile/myportal /ef s-registered.

By Mail to: Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents

United States Patent & Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

By FAX to: (571) 273-9900

Central Reexamination Unit

By hand: Customer Service Window

Randolph Building

2200-66



CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS

401 Dulany Street
Alexandria, VA 22314

For EFS-Web transmissions, 37 CFR 1.8(a)(1)(i)(C) and (ii)
states that correspondence (except for a request for
reexamination and a corrected or replacement request for
reexamination) will be considered timely filed if (a) it is
transmitted viathe Office'selectronic filing systemin accordance
with 37 CFR 1.6(a)(4), and (b) includes a certificate of
transmission for each piece of correspondence stating the date
of transmission, which is prior to the expiration of the set period
of time in the Office action.

Any inquiry concerning this communication should be directed
to [1] at telephone number [2].

Examiner Note:

1. Thisform paregraph is used at the end of ex parte
reexamination communications.

2. Inbracket 1, insert the name of the examiner having charge
of the proceeding.

3. Inbracket 2, insert the examiner’s tel ephone number.

I. PROCESS OF PREPARING THE DECISION ON
THE REQUEST FILED UNDER 35U.S.C. 302

After the reexamination file has been reviewed in
the Central Reexamination Unit (CRU) to ensure
that it is ready for examination, the reexamination
proceeding will be assigned to an examiner.

In the event the CRU Reexamination Specialist
(SPRYS) believes that another Art Unit within the
CRU should examine the reexamination file, see
MPEP § 2237 for procedures for transferring the
reexamination file.

After the examiner receives the new reexamination
file, the examiner will prepare for and set up apanel
review conference as per MPEP § 2271.01, to
discuss the issuance of a decision on the request for
reexamination. The examiner may prepare the
decision on therequest for reexamination, and, where
applicable, (where the statement has been waived
by patent owner - see MPEP § 2249 “Waiver of
Statement Program”) the first Office action to
accompany the decision after the conference, or may
prepare the decision on the request for
reexamination, and, where applicable, thefirst Office
action prior to the conference and reviseit as needed
after the conference.
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If the conference confirms the examiner's
preliminary decision to grant reexamination, the
decision on the request for reexamination will be
completed and signed by the examiner, with the two
or more other conferees initialing the action (as
“conferee”) to indicate their presence in the
conference. When ready, the examiner’s decision
processed and mailed. A transmittal form PTOL-465
with the third party reguester's address will be
completed, if a copy for mailing is not already
available. The transmittal form PTOL-465 is used
to forward copies of Office actions (and any
references cited in the actions) to the third party
requester. Whenever an Office action is issued, a
copy of this form will be made and attached to a
copy of the Office action. The use of this form
removesthe need to retype the third party requester’s
address each time a mailing is required. In
conjunction with the mailing, any appropriate
processing (e.g., PALM work, update scanning) is
carried out by the staff of the CRU.

Il. SEEKING REVIEW OF A FINDING OF A
SUBSTANTIAL NEW QUESTION OF
PATENTABILITY IN EX PARTE
REEXAMINATION PROCEEDINGS UNDER 35
U.S.C. 302

A substantive determination by the Director of the
USPTO to institute reexamination pursuant to a
finding that the prior art patents or printed
publications raise a substantial new question of
patentability (SNQ) is not subject to review by the
courts until a final agency decision in the
reexamination proceeding hasissued. See Joy Mfg.
Co. v. Nat’'l Mine Serv. Co., Inc., 810 F.2d 1127,
1 USPQ2d 1627 (Fed. Cir. 1987); Heinl v. Godici,
143 F. Supp.2d 593 (E.D.Va. 2001). Note further
the decision of Patlex Corp. v. Quigg, 680 F. Supp.
33, 35, 6 USPQ2d 1296, 1298 (D.D.C. 1988) (the
legidative scheme leaves the Director's 35 U.S.C.
303 determination entirely to his or her discretion
and not subject to judicial review until afinal agency
decision on the reexamination proceeding has
issued).

A patent owner may challengethe correctness of the
decisionto grant an order for ex parte reexamination
under 35 U.S.C. 304 on the basis that there is ho
SNQ by requesting reconsideration of the examiner's
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SNQ determination in a patent owner’s statement
under 37 CFR 1.530 discussing the SNQ raised in
the reexamination order for the examiner's
consideration. See 35 U.S.C. 304. When the
examiner makes arejection based in wholeor in part
on areference (patent or printed publication) in an
Office action, the patent owner may present a
challenge to the examiner's SNQ determination by
requesting reconsideration of the examiner's
determination that the reference raises a SNQ and
presenting appropriate arguments in the response to
the Office action. See 37 CFR 1.111(b) (the patent
owner's response to an Office action must point out
the supposed errorsin the examiner's action and must
reply to every ground of objection and rejection in
the Office action). By presenting arguments
regarding the SNQ to the examiner inthe early stages
of the proceeding, the patent owner helpsthe Office
to resolve the issues quickly. For example, if the
patent owner timely files a statement or response,
and the examiner agrees with the patent owner that
no SNQ has been raised in the ex parte
reexamination proceeding, then the proceeding
prosecution will be terminated or the reexamination
order will be vacated (whichever is appropriate).
However, if the examiner determines that the SNQ
is proper, further review can be obtained by
exhausting the patent owner's rights through the
reexamination proceeding and ultimately seeking
review before the Board - along with an appeal of
any rejections. To obtain review of the SNQ issue,
patent owner must include the SNQ issue and the
appropriate arguments in its appea brief to the
Board.

In order to preserve the right to have the Board
review the SNQ issue, a patent owner must have
first requested reconsideration of the SNQ issue by
the examiner. Accordingly, for ex parte

reexamination proceedings ordered under 35 U.S.C.
304 on or after June 25, 2010, the patent owner may
seek afina agency decision from the Board on the
SNQ issue only if the patent owner has first
requested reconsi deration before the examiner (e.g.,
in a patent owner's statement under 37 CFR 1.530
or inapatent owner'sresponse under 37 CFR 1.111)
and then seeks review of the examiner's SNQ
determination before the Board. In its appeal brief,
the patent owner is to clearly present the issue and
arguments regarding the examiner's SNQ
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determination under a separate heading and identify
the communication in which the patent owner first
requested reconsideration before the examiner. (For
ex parte reexamination proceedings ordered under
35 U.S.C. 304 prior to June 25, 2010, if the patent
owner presentsthe SNQ issueinitsappeal brief, the
Board panel will review the procedural SNQ issue
along with its review of any rejectionsin an appeal
and will enter afinal agency decision accordingly.)
See MPEP _§ 2274 for further discussion of the
appeal process asto the SNQ issue.

Separate from the Board's consideration of the SNQ
issue, a patent owner may file a petition under 37
CFR 1.181(a)(3) to vacatean ex parte reexamination
order as" ultravires." Such petitionsshould berare,
and will be granted only in a situation where the
USPTO acted in "~ "brazen defiance” of its statutory
authorization in granting the order for ex parte
reexamination. See Heinl, 143 F. Supp. 2d at
601-02. These types of petitions to vacate an ex
parte reexamination order are not decided by the
Board, but are delegated to the Director of Central
Reexamination Unit (CRU).

“Appropriate circumstances’ under 37 CFR
1.181(a)(3) exist to vacate the order granting
reexamination where, for example:

(A) the reexamination order under 35 U.S.C.
304 isfacially not based on prior art patents or
printed publications (this does not include asituation
where the Office has given reasons why areference
isaprior art patent or printed publication, and patent
owner disagrees, but rather would include, for
example, asituation where reexamination isordered
based on 35 U.S.C. 112, with areference used to
support anew question asto 35 U.S.C. 112);

(B) al claims of the patent for which
reexamination was ordered were held to be invalid
by afinal decision of afederal court after all appedls;

(C) reexamination was ordered for the wrong
patent; or

(D) reexamination was ordered based on a
duplicate copy of the request.

n

There is no right to petition, as an " ultra vires'
action by the Office, if thefinding of aSNQ isbased
on reasons other than those urged by the requester
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(or based on less than all the grounds urged by the
reguester).

When a petition under 37 CFR 1.181 is filed to
vacate a reexamination order under 35 U.S.C. 304,
thethird party requester (where oneispresent in the
reexamination proceeding) may file a single
submission in opposition to the petition. Because
reexamination proceedings are conducted with
special dispatch, 35 U.S.C. 305, any such opposition
by the third party requester must be filed within two
weeks of the date upon which a copy of the original
37 CFR 1.181 petition was served on the third party
requester to ensure consideration. It isadvisablethat,
upon receipt and review of the served copy of such
a 37 CFR 1.181 petition which the third party
reguester intends to oppose, the requester should
immediately place a courtesy telephone call to both
the CRU support staff and the CRU SPRS to notify
the Office that an opposition to the 37 CFR 1.181
petition will be filed. Whenever possible, filing of
the opposition should be submitted electronically.

The filing of a 37 CFR 1.181 petition to vacate an
ultraviresreexamination order islimited to asingle
submission, even if an opposition thereto isfiled by
athird party requester.

I1l. PRIORART SUBMITTEDAFTERTHE ORDER

Any prior art citations or written statements under
37 CFR 1.501 submitted after the date of the decision
on the order are stored until the reexamination is
concluded. Note 37 CFR 1.502 and 1.902. After the
reexamination proceeding is concluded, the
submission isentered in the patent file. Submissions
filed after the date of an order for reexamination will
not be considered by the examiner during the
reexamination. See MPEP § 2206.

2247 Decision under 35 U.S.C. 303 on
Request for Reexamination filed Under 35
U.S.C. 302, Request Denied [R-07.2015]

The request for reexamination will be denied if a
substantial new question of patentability isnot found
based on patents or printed publications.
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If the examiner concludes that no substantial new
question of patentability has been raised, the
examiner should prepare a decision denying the
reexamination request. Form paragraph 22.02 should
be used as the introductory paragraph in a decision
denying reexamination.

9 22.02 No New Question of Patentability

No substantial new question of patentability is raised by the
request for reexamination and prior art cited therein for the
reasons set forth below.

The decision denying the request will then indicate,
for each patent and printed publication cited in the
request, why the citation is:

(A) Cumulative to the teachings of the art cited
in the earlier concluded examination or review of
the patent, or raised to or by the Office in apending
reexamination or supplemental examination of the
patent;

(B) Not available against the claims (e.g., the
reference is not available as prior art because of its
date or the reference is not a publication);

(C) Not important to a reasonable examiner in
deciding whether any claim of the patent for which
reexamination isreguested is patentable, even though
the citation is not cumulative and the citation is
available against the claim; or

(D) Onewhich was cited in the record of the
patent and is barred by the guidelines set forth in
MPEP § 2242, subsection I1. A.

The examiner should also, in the decision respond
to the substance of each argument raised by the
requester which is based on patents or printed
publications. If arguments are presented as to
grounds not based on prior art patents or printed
publications, such as those based on public use or
on sale under 35 U.S.C. 102(b), or abandonment
under 35 U.S.C. 102(c) for reexamination
proceedings examined under the first-to-invent prior
art regime, the examiner should note that such
grounds are improper for reexamination and are not
considered or commented upon. See 37 CFR

1.552(c).

See MPEP § 2247.01 for an example of a decision
denying a request for reexamination. The example
in MPEP § 2247.01 isdrafted for the case where the
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“request indicates that Reguester considers that
Claims 1-2 are unpatentable over Smith taken with
Jones.” There may, however, be aregquest that does
not indicate the claims to be unpatentable over
the art , but rather that a substantial new question
of patentability is raised by the art. This may occur,
for example, in a patent owner request filed to
address prior art that raises a substantial new
guestion of patentability but the claims are ill
patentable over the art. In such an instance, the
decision on the request should not state that the
“request indicates that Reguester considers that
Claims 1-2 are unpatentable over Smith taken with
Jones” Rather, it should state that the “request
indicates that Requester considers that a substantial
new question of patentability israised asto Claims
1-2 based on Smith taken with Jones.”

The decision denying arequest for reexaminationis
processed for mailing by the Central Reexamination
Unit (CRU), and the CRU will allow time for a
petition seeking review of the examiner's
determination refusing reexamination. If such a
petition is not filed within one (1) month of the
examiner's determination denying reexamination,
the CRU then processes the reexamination file to
providethe partial refund set forthin 37 CFR 1.26(c)
(the Office of Finance no longer processes
reexamination proceedings for a refund). The
reexamination proceeding isthen given a420 status.
A copy of the PALM “Application Number
Information” screen and the “Contents’ screen is
printed, the printed copy is annotated by adding the
comment “PROCEEDING CONCLUDED,” and the
annotated copy is then scanned into IFW using the
miscellaneous letter document code.

The concluded reexamination file (electronic or
paper) containing the request and the decision
denying the request becomes part of the patent’s
record.
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PROCESS OF PREPARING THE DECISION
DENYING THE REQUEST

If the examiner’s position isto deny reexamination,
the examiner will prepare for and set up a panel
review conference as per MPEP § 2271.01, to
discuss the issuance of a decision denying
reexamination. The examiner may prepare the
decision after the conference, or may prepare the
decision and reviseit as needed after the conference.

The conference will be conducted. If the conference
confirmsthe examiner’s preliminary decision not to
grant reexamination, the decision denying
reexamination will be completed and signed by the
examiner, with the two or more other conferees
initialing the action (as* conferee”) to indicate their
presence in the conference. A transmittal form
PTOL-465 with the third party requester’s address
will be completed, if a copy for mailing is not
already available. The transmittal form PTOL-465
is used to forward the decision to the third party
requester. The use of this form removes the need to
retype the third party requester’s address each time
a mailing is required. In conjunction with the
mailing, any appropriate processing (e.g., PALM
work, update scanning) is carried out by the staff of
the CRU.

2247.01 Examplesof Decisions on Request
for Reexamination [R-11.2013]

Examples of decisions on requests for ex parte
reexamination are provided below. Thefirst example
isagrant of an ex parte reexamination. The second
example is a denia of an ex parte reexamination.
The examiner should leave the paper number blank
since IFW files do not have a paper number.

Example (1): Decision Granting
Request for Reexamination
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Control No., Patent Under Reexamination
Order Granting Request For 90509, 929 9,999,555
Ex Parte Reexamination Ecaminer AtUnkt
John Doe 3968

-~The MAILING DATE of this communication appears on the cover sheet with the correspondence address-—

The request for ex parfe reexamination filed 07 November 2013 has been considered and a determination
has been made. An identification of the claims, the references relied upon, and the rationale supporting the
determination are attached.

Attachments: a)__| PTO-892, b)Bd PTO/SBIOS, c)[] Other:
1.0 The request for ex parfe reexamination is GRANTED.
RESPONSE TIMES ARE SET AS FOLLOWS:

For Patent Owner's Staternent (Optional): TWO MONTHS from the mailing date of this communication
(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed
Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.

If Patent Owner does not file a timely statement under 37 CFR 1.530(b), then no reply by requester
is permitted.

Rex King
12 Seemore Street
Any City, New York, 10001

ccReguester ( if third party requester )

U & Patent and Tradernark Offica

PTOL-471G(Rev. 01-13) Office Action in Ex Parte Reexamination Part of Paper No
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DECISION

A substantial new question of patentability affecting Claims 1 - 3 of United States Patent
Number 9,999,999 to Key is raised by the request for reexamination.

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings
because the provisions of 37 CFR 1.136 apply only to “an applicant” and not to parties in
a reexamination proceeding. Additionally, Office policy requires that reexamination
proceedings “will be conducted with special dispatch” (37 CFR 1.550(a)) and provides
for extensions of time in reexamination proceedings as set forth in 37 CFR 1.550(c).

The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a), to
apprise the Office of any litigation activity, or other prior or concurrent proceeding,
involving Patent No. 9,999,999 throughout the course of this reexamination proceeding.

The request sets forth that Requester considers that Claims 1 - 3 are unpatentable over
Smith taken with Jones.

The request further sets forth that Requester considers that Claim 4 is unpatentable over
the Horn publication.

It is agreed that the consideration of Smith raises a substantial new question of
patentability as to Claims 1 - 3 of the Key patent. As pointed out on pages 2 - 3 of the
request, Smith teaches using an extruder supported on springs at a 30 degree angle to the
horizontal but does not teach the specific polymer of Claims 1 - 3 which is extruded. The
teaching as to spring-supporting the extruder at 30 degrees was not present in the
prosecution of the application which became the Key patent. Further, there is a substantial
likelihood that a reasonable examiner would consider this teaching important in deciding
whether or not the claim is patentable. Accordingly, Smith raises a substantial new
question of patentability as to Claims 1 - 3, which question has not been raised in a
previous examination of the Key patent.

The Horn publication does not raise a new question of patentability as to Claim 4 because
its teaching as to the extrusion die is a substantial equivalent of the teaching of the die by
the Dorn patent which was considered in the prosecution of the application which became
the Key patent. Accordingly, claim 4 will not be reexamined.

Finally, reexamination has not been requested for claims 5 — 20 of the Key patent.
Accordingly, claims 5 — 20 will not be reexamined.

Claims 1 — 3 of the Key patent will be reexamined.

Example (2): Decision Denying
Request for Reexamination
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Patent Under Reexamination

Control No.
Order Denying Request For 90r908, 900 9,999,990
Ex Parte Reexamination Examiner Art Unit
John Doe 3008

=The MAILING DATE of this communication appears on the cover sheet with the correspondence address-

The request for ex parfe reexamination filed 07 November 2013 has been considered and a determination
has been made. An identification of the claims, the references relied upon, and the rationale supporting the

determination are attached.
Attachments: a)[_| PTO-892, bjf<{ PTO/SB/08, c)_] Other:

The request for ex parte reexamination is DENIED.

This decision is not appealable (35 U.S5.C. 303(c)). Requester may seek review by petition to the
Commissioner under 37 CFR 1.181 within OMNE MONTH from the mailing date of this communication (37
CFR 1.515(c)). EXTENSION OF TIME TO FILE SUCH A PETITION UNDER 37 CFR 1.181 ARE
AVAILABLE ONLY BY PETITION TO SUSPEND OR WAIVE THE REGULATIONS UNDER

37 CFR 1.183.

In due course, a refund under 37 CFR 1.26 ( ¢ ) will be made to requester:

a) ] by Treasury check or,

b) [] by credit to Deposit Account No. , or
¢) [ by credit to a credit card account, unless otherwise notified (35 U.S.C. 303(c)).

Rex King
12 Seemore Street
Any City, New York, 1000]

ccReguester [ if third party requester )

i & Patent and Tradermnark Oiffica
PTOL-471D (Rev, 01-13 Office Action in Ex Parte Reexamination

Part of Paper Mo
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DECISION

No substantial new question of patentability is raised by the request for reexamination and
prior art cited therein for the reasons set forth below.

The request indicates that Requester considers that a substantial new question of
patentability is raised as to Claims 1 - 2 based on Smith taken with Jones.

The request further indicates that Requester considers that a substantial new question of
patentability is raised as to Claim 3 based on Smith taken with Jones and when further
taken with the Horn publication.

The claims of the Key patent, for which reexamination is requested, require that an
extruder be supported on springs at an angle of 30 degrees to the horizontal, while a
specific chlorinated polymer is extruded through a specific extrusion die.

The Smith patent does not raise a substantial new question of patentability as to the Key
claims. Smith’s teaching as to the extruder being spring-supported at 30 degrees is a
substantial equivalent of the teaching of same by the Dorn patent which was considered in
the prosecution of the application which became the Key patent.

In the request for reexamination, it is argued that Jones teaches the extrusion die.
However, Jones was also used in the prosecution of the Key application to teach the
extrusion die.

The request argued that the Horn publication shows the connection of the support means
to the extruder via bolts, as recited in Claim 3 of the Key patent. Although this teaching
was not provided in the prosecution of the Key application, the teaching would not be
considered to be important to a reasonable examiner in deciding whether or not the Key
claims are patentable. The use of a bolt instead of a screw (which was taught by the art of
record in the Key application) to provide the connection has not been shown in the
request to be important in the context of attaching the support means to the extruder.

The references set forth in the request have been considered both alone and in
combination. They fail to raise a substantial new question of patentability as to any one of
the Key patent claims. Accordingly, the request for reexamination is DENIED.

2248 Petition From Denial of Request Filed (c) The requester may seek review by a petition to the

Under 35 U.S.C. 302 [R-O7.2015] Director ynder ) 1.18; wiFhin one month of the mailing. datg of
the examiner’s determination refusing ex parte reexamination.

37 CFR 1.515 Determination of the request for ex parte Any such petition must comply with § L.181(b). If no petition
reexamination. istimely filed or if the decision on petition affirms that no
R substantial new question of patentability has been raised, the

determination shall be final and nonappealable.
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PROCESSING OF PETITION UNDER 37 CFR
1.515(c)

After arequest for reexamination under 35 U.S.C.
302 has been denied, the Central Reexamination
Unit (CRU) will allow time for a petition seeking
review of the examiner's determination refusing
reexamination. If a petition seeking review of the
examiner’s determination refusing reexamination is
not filed within one (1) month of the examiner’s
determination, the CRU will then process the
reexamination file asaconcluded reexamination file.
See MPEP § 2247 and § 2294.

If a petition seeking review of the examiner's
determination refusing reexamination is filed, it is
brought to the attention of the CRU Director or
his’her designee for decision. Where a petition is
filed, the CRU Director will review the examiner’'s
determination that a substantial new question of
patentability has not been raised. The CRU
Director’s review will be de novo. Each decision
by the CRU Director will conclude with the

paragraph:

This decision is final and nonappealable. See
35 U.S.C. 303(c) and 37 CFR 1.515(c). No
further communication on this matter will be
acknowledged or considered.

If the petition is granted, the decision of the CRU
Director should include a sentence setting a
two-month period for filing a statement under 37
CFR _1.530; the reexamination file will then be
returned to the CRU Supervisory Patent
Reexamination Specialist (SPRS) of the art unit that
will handle the reexamination for consideration of
reassignment to another examiner.

In the situation in which the examiner's
determination failed to find any SNQ, reassignment
will be the general rule. Only in exceptiona
circumstances, where no other examiner isavailable
and capable to give a proper examination, will the
case remain with the examiner who denied the
request.

Under normal circumstances, the reexamination
proceeding will not be reassigned to a primary
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examiner or assistant examiner who was involved
inany part of the examination of the patent for which
reexamination is requested. Only where unusual
circumstances are found to exist may the CRU
Director make an exception to this practice and
reassign the reexamination proceeding to an
examiner involved with the examination of the
patent. For example, if the original examiner of the
patent and the examiner who issued the denial are
the only examiners with adequate knowledge of the
relevant technology, the CRU Director may permit
reassignment of the reexamination proceeding to the
examiner that originally examined the patent.

The requester may seek review of a denial of a
request for reexamination only by petitioning the
Director of the USPTO under 37 CFR 1.515(c) and
1.181 within one month of the mailing date of the
decision denying the request for reexamination.
Additionally, any request for an extension of the
time period to file such a petition from the
examiner’sdenial of arequest for reexamination can
only be entertained by filing apetition under 37 CFR
1.183 with appropriate fee to waive the time
provisions of 37 CFR 1.515(c).

After the time for petition has expired without a
petition having been filed, or a petition has been
filed and the decision thereon affirms the denial of
the request, a partial refund of the filing fee for
requesting reexamination will be made to the
requester. (35 U.S.C. 303(c) and 37 CFR 1.26(c)).
A decision on a petition under 37 CFR 1.515(c) is
final and is not appeal able.

37 CFR 1.515(c) appliesonly to challenging abasis
for denying of reexamination; it does not apply to
challenging a basis for granting of reexamination.

If an order granting reexamination includes a
determination that the third party requester has not
raised a substantial new question of patentability
(SNQ) for one claim, but has raised a SNQ for at
least one other claim, then third party requester may
(within one month of the mailing date of the order)
file a petition under 37 CFR 1.515(c) for
reconsideration of the determination asto the claim
for which no SNQ has been found to be raised.
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Similarly, a petition under 37 CFR 1.181 may be
filed (within one month of the mailing date of the
order) requesting review of adetermination granting
a request for reexamination, if the determination
grants the request as to a specific claim for some
reasons (SNQs) advanced in the request but does
not grant the request asto the claim for other reasons
(SNQs) advanced in the request. A decision on such
apetition isfinal and non-appealable. If no petition
istimely filed, the determination shall be final and
non-appealable. See, edg., Belkin  Int'l,
Inc. v. Kappos, 696 F.3d 1379 (Fed. Cir. 2012).

2249 Patent Owner’s Statement in
Reexaminations Filed Under 35 U.S.C. 302
[R-07.2015]

37 CFR 1.530 Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship changein ex parte
or inter partes reexamination.

(a) Except asprovidedin § 1.510(€), no statement or other
response by the patent owner in an ex parte reexamination
proceeding shall befiled prior to the determinations madein
accordance with § 1.515 or § 1.520. If a premature statement
or other response isfiled by the patent owner, it will not be
acknowledged or considered in making the determination, and
it will be returned or discarded (at the Office's option).

(b) The order for ex parte reexamination will set a period
of not less than two months from the date of the order within
which the patent owner may file astatement on the new question
of patentability, including any proposed amendments the patent
owner wishes to make.

(c) Any statement filed by the patent owner shall clearly
point out why the subject matter as claimed is not anticipated
or rendered obvious by the prior art patents or printed
publications, either alone or in any reasonable combinations.
Where the reexamination request was filed by athird party
requester, any statement filed by the patent owner must be served
upon the ex parte reexamination requester in accordance with
§1.248.

*kkkk

The patent owner has no right to file a statement
subsequent to the filing of the request under 35
U.S.C. 302 but prior to the order for reexamination.
Any such premature statement will not be
acknowledged nor considered by the Office when
making the decision on the request and will be
returned or discarded at the option of the Office, and
will be expunged if inadvertently entered into the
record. See MPEP _§ 2225 and Patlex
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Corp. v. Mossinghoff, 771 F.2d 480, 226 USPQ 985
(Fed. Cir. 1985).

If reexamination isordered under 35 U.S.C. 304, the
decisionwill set aperiod of not |essthan two months
within which period the patent owner may file a
statement and any narrowing amendments to the
patent claims. If necessary, an extension of time
beyond the two months may be requested under 37
CFR 1.550(c) by the patent owner. See MPEP _§
2265.

Any statement filed must clearly point out why the
patent clams are believed to be patentable,
considering the cited prior art patents or printed
publications alone or in any reasonable combination.

A copy of the statement must be served by the patent
owner on the requester, unless the request was filed
by the patent owner.

Lack of proof of service especially posesaproblem
where the patent owner fails to indicate that he or
she has served the requester in the statement
subsequent to the order for reexamination (37 CFR
1.530(c)). In this dtuation, the Centra
Reexamination Unit should immediately contact the
patent owner by telephone to see whether the
indication of proof of service was inadvertently
omitted from the patent owner’s response. If it was,
the patent owner should be advised to submit a
supplemental paper indicating the manner and date
of service on requester. If the patent owner cannot
be contacted, the Central Reexamination Unit will
then contact the requester to verify that service has
in fact been made by the patent owner and indicate
that acknowledgment of proof of service should
accompany requester’sreply (37 CFR 1.248(b)(1)).
If the 2-month period for response under 37 CFR
1.530 has expired and requester has not been served,
the patent owner’'s statement is considered
inappropriate (37 CFR 1.248) and may be denied
consideration; see MPEP § 2267.

See also MPEP § 2266.03 for further discussion as
to the patent owner providing service on the third
party requester.

It should be noted that the period for response by
requester for a reply under 37 CFR 1.535 is two
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months from the owner’s service date and not two
months from the date the patent owner’s statement
was received in the Office.

Where the patent owner has determined that a
statement under 37 CFR 1.530 will not be filed, the
patent owner may expedite the reexamination
proceeding by filing a paper that indicates that the
patent owner waives the filing of a statement under
37 _CFR 1.530 and serving the waiver on the
reguester, if any. Thiswill permit reexamination of
the proceeding to proceed pursuant to 37 CFR

1.550(a).

Waiver of Statement Program:

If the patent owner waives the right to file a patent
owner’s statement in response to a request from the
Office, the examiner will be able to act on the first
Office action on the merits immediately after
determining that reexamination will be ordered under
35 U.S.C. 304, and in a suitable case issue the
reexamination order and the first Office action on
the merits at the same time (the first action may be
aNoticeof Intent to | ssue Reexamination Certificate,
where appropriate). This eliminates the delay of
waiting for a patent owner’'s statement and the
third-party requester's reply, and it permits the
examiner to utilize his or her time more efficiently
by drafting the order and the first Office action on
the merits together.

Accordingly, the Central Reexamination Unit (CRU)
will contact, via telephone, the patent owner to
regquest the optional waiver of the patent owner’'s
statement after a reexamination proceeding under
35 U.S.C. 302 has been granted a filing date and
before the examiner begins his or her review. The
telephone communication will be strictly limited to
the CRU requesting the waiver of the patent owner’s
statement and agreement (or non-agreement) to the
waiver by the patent owner. Discussion of the merits
of the proceedings, e.g., the patentability of claims
in patents, is not permitted. The CRU will make the
agreement or non-agreement of record in the
reexamination file in an interview summary, using
form PTOL-2292 (Ex Parte  Reexamination
Interview Summary — Pilot Program for Waiver of
Patent Owner’s Statement). A copy of the completed
form will then be mailed to the patent owner and
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any third party requester. The patent owner is not
required to file a written statement as to the
telephone communication under 37 CFR 1.560(b)
or otherwise, and such a statement should not be
filed asit will Slow the process. If the patent owner
agrees to the waiver of the right to file a patent
owner’'s statement, the examiner may issue the
reexamination order and the first Office action on
the merits on the same day as the order, or within a
few days thereafter.

2250 Amendment by Patent Owner
[R-07.2015]

37 CFR 1.121 Manner of making amendmentsin application.

*kkk*k

(i) Amendmentsin reexamination proceedings. Any
proposed amendment to the description and claims in patents
involved in reexamination proceedings must be madein
accordance with § 1.530.

37 CFR 1.530 Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship changein ex parte
or inter partes reexamination.

*kkk*k

(d) Making amendmentsin a reexamination proceeding.
A proposed amendment in an ex parte or an inter partes
reexamination proceeding is made by filing a paper directing
that proposed specified changes be made to the patent
specification, including the claims, or to the drawings. An
amendment paper directing that proposed specified changes be
made in a reexamination proceeding may be submitted as an
accompaniment to a request filed by the patent owner in
accordance with § 1.510(e), as part of a patent owner statement
in accordance with paragraph (b) of this section, or, where
permitted, during the prosecution of the reexamination
proceeding pursuant to § 1.550(a) or § 1.937.

(1) Specification other than the claims. Changesto
the specification, other than to the claims, must be made by
submission of the entiretext of an added or rewritten paragraph
including markings pursuant to paragraph (f) of this section,
except that an entire paragraph may be deleted by a statement
deleting the paragraph, without presentation of the text of the
paragraph. The precise point in the specification must be
identified where any added or rewritten paragraph is located.
This paragraph applies whether the amendment is submitted on
paper or compact disc (see §§ 1.96 and 1.825).

(2) Claims. An amendment paper must include the
entire text of each patent claim which is being proposed to be
changed by such amendment paper and of each new claim being
proposed to be added by such amendment paper. For any claim
changed by the amendment paper, a parenthetical expression
“amended,” “twice amended,” etc., should follow the claim
number. Each patent claim proposed to be changed and each
proposed added claim must include markings pursuant to
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paragraph (f) of this section, except that a patent claim or
proposed added claim should be canceled by a statement
canceling the claim, without presentation of thetext of the claim.

(3) Drawings. Any changeto the patent drawings must
be submitted as a sketch on a separate paper showing the
proposed changesin red for approval by the examiner. Upon
approval of the changes by the examiner, only new sheets of
drawings including the changes and in compliance with § 1.84
must be filed. Amended figures must be identified as
“Amended,” and any added figure must be identified as“New.”
In the event afigureis canceled, the figure must be surrounded
by brackets and identified as “ Canceled.”

(4) Theformal requirementsfor papers making up the
reexamination proceeding other than those set forth in this
section are set out in § 1.52.

(e) Satus of claims and support for claim changes.
Whenever there is an amendment to the claims pursuant to
paragraph (d) of this section, there must also be supplied, on
pages separate from the pages containing the changes, the status
(i.e, pending or canceled), as of the date of the amendment, of
all patent claims and of all added claims, and an explanation of
the support in the disclosure of the patent for the changesto the
claims made by the amendment paper.

(f) Changes shown by markings. Any changes relative to
the patent being reexamined which are made to the specification,
including the claims, must include the following markings:

(1) The matter to be omitted by the reexamination
proceeding must be enclosed in brackets; and

(2) The matter to be added by the reexamination
proceeding must be underlined.

(9) Numbering of patent claims preserved. Patent claims
may not be renumbered. The numbering of any claims added
in the reexamination proceeding must follow the number of the
highest numbered patent claim.

(h) Amendment of disclosure may be required. The
disclosure must be amended, when required by the Office, to
correct inaccuracies of description and definition, and to secure
substantial correspondence between the claims, the remainder
of the specification, and the drawings.

(i) Amendments made relative to patent. All anendments
must be made relative to the patent specification, including the
claims, and drawings, which arein effect as of the date of filing
the request for reexamination.

(1) No enlargement of claim scope. No amendment may
enlarge the scope of the claims of the patent or introduce new
matter. No amendment may be proposed for entry in an expired
patent. Moreover, no anendment, other than the cancellation
of claims, will be incorporated into the patent by a certificate
issued after the expiration of the patent.

(k) Amendments not effective until certificate. Although
the Office actions will treat proposed amendments as though
they have been entered, the proposed amendments will not be
effective until the reexamination certificate isissued and
published.

*hkkk*k
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37 CFR 1.52 Language, paper, writing, margins, compact
disc specifications.

(@) Papersthat areto become a part of the permanent
United Sates Patent and Trademark Office records in the file
of a patent application, or a reexamination or supplemental
examination proceeding.

(1) All papers, other than drawings, that are submitted
on paper or by facsimile transmission, and are to become a part
of the permanent United States Patent and Trademark Office
recordsin thefile of a patent application or reexamination or
supplemental examination proceeding, must be on sheets of
paper that are the same size, not permanently bound together,
and:

(i) Flexible, strong, smooth, non-shiny, durable,
and white;

(ii) Either 21.0 cm by 29.7 cm (DIN size A4) or
21.6 cm by 27.9 cm (8 /2 by 11 inches), with each sheet
including atop margin of at least 2.0 cm (3/4 inch), aleft side
margin of at least 2.5 cm (1 inch), aright side margin of at least
2.0 cm (3/4 inch), and a bottom margin of at least 2.0 cm (3/4
inch);

(iii) Written on only onesidein portrait orientation;

(iv) Plainly and legibly written either by a
typewriter or machine printer in permanent dark ink or its
equivalent; and

(v) Presented in aform having sufficient clarity
and contrast between the paper and the writing thereon to permit
the direct reproduction of readily legible copiesin any number
by use of photographic, electrostatic, photo-offset, and
microfilming processes and electronic capture by use of digital
imaging and optical character recognition.

(2) All papersthat are submitted on paper or by
facsimiletransmission and are to become a part of the permanent
records of the United States Patent and Trademark Office should
have no holesin the sheets as submitted.

(3) Theprovisions of this paragraph and paragraph (b)
of this section do not apply to the pre-printed information on
paper forms provided by the Office, or to the copy of the patent
submitted on paper in double column format asthe specification
in areissue application or request for reexamination.

(4) See §1.58for chemical and mathematical
formulae and tables, and § 1.84 for drawings.

(5) Papersthat are submitted electronically to the Office
must be formatted and transmitted in compliance with the
Office's electronic filing system requirements.

(b) The application (specification, including the claims,
drawings, and the inventor's oath or declaration) or
reexamination or supplemental examination proceeding, any
amendments to the application or reexamination proceeding,
or any correctionsto the application, or reexamination or
supplemental examination proceeding.

(1) Theapplication or proceeding and any amendments
or corrections to the application (including any translation
submitted pursuant to paragraph (d) of this section) or
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proceeding, except as provided for in § 1.69 and paragraph (d)
of this section, must:

(i) Comply with the requirements of paragraph (a)
of this section; and

(ii) Bein the English language or be accompanied
by atrandation of the application and atrandlation of any

corrections or amendments into the English language together
with a statement that the trandlation is accurate.

(2) The specification (including the abstract and claims)
for other than reissue applications and reexamination or
supplemental examination proceedings, and any amendments
for applications (including reissue applications) and
reexamination proceedings to the specification, except as
provided for in 88 1.821 through 1.825, must have:

(i) Linesthat are 1 1/2 or double spaced;

(i) Text written in anonscript type font ( e.g.,
Arial, Times Roman, or Courier, preferably afont size of 12)
lettering style having capital letters which should be at least
0.3175 cm. (0.125 inch) high, but may be no smaller than 0.21
cm. (0.08 inch) high ( e.g., afont size of 6); and

(iii) Only asingle column of text.

(3) Theclaim or claims must commence on a separate
physical sheet or electronic page (8 1.75(h)).

(4) Theabstract must commence on aseparate physical
sheet or electronic page or be submitted as the first page of the
patent in arei ssue application or reexamination or supplemental
examination proceeding (§ 1.72(b)).

*kkkk

Amendments to the patent (one which has not
expired) may be filed by the patent owner with his
or her request under 35 U.S.C. 302. See MPEP §
2221. Such amendments, however, may not enlarge
the scope of a claim of the patent or introduce new
matter. Amended or new claims which broaden or
enlarge the scope of aclaim of the patent should be
rejected under 35 U.S.C. 305. Thetest for when an
amended or “new claim enlarges the scope of an
original claim under 35 U.S.C. 305 is the same as
that under the 2-year limitation for reissue
applications adding enlarging claimsunder 35 U.S.C.
251, last paragraph.” In re Freeman, 30 F.3d 1459,
1464, 31 USPQ2d 1444, 1447 (Fed. Cir. 1994). See
MPEP § 2258 for a discussion of enlargement of
claim scope. For handling of new matter, sce MPEP
§ 2270. Amendments proposed in a reexamination
will normally be entered and be considered to be
entered for purposes of prosecution beforethe Office
(if they are timely and comply with the rules);
however, the amendments do not become effective
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in the patent until the reexamination certificate under
35 U.S.C. 307 isissued and published.

No amendment will be permitted where the
certificate issues after expiration of the patent. See
37 CFR 1.530(d)(3). The patent expiration date for
autility patent, for example, isdetermined by taking
into account the term of the patent, whether
maintenance fees have been paid for the patent,
whether any disclaimer wasfiled as to the patent to
shorten its term, any patent term extensions or
adjustments for delays within the USPTO under 35
U.S.C. 154 (see MPEP § 2710 et seq.), and any
patent term extensions under 35 U.S.C. 156 for
premarket regulatory review (see MPEP § 2750 et.
seg.). Any other relevant information should also be
taken into account.

Amendment Entry — Amendments which comply
with 37 CFR 1.530(d)-(j) (and areformally presented
pursuant to 37 CFR 1.52(a) and (b), and contain al
feesrequired by 37 CFR 1.20(c)) will be entered in
the reexamination file pursuant to the guidelines set
forth in MPEP § 2234.

I. MANNER OF MAKING AMENDMENTSIN
REEXAMINATION PROCEEDINGS

Amendments made in a reexamination proceeding
must comply with the formal requirements of 37
CFR 1.52(a) and (b), as do al papers that are to
become apart of the permanent USPTO file records
in a patent application or proceeding. If an
amendment is submitted to add claimsto the patent
being reexamined (i.e., to provide new claims), then
excess claim fees pursuant to 37 CFR 1.20(c)(3) and
(4) may be applicable to the presentation of the
added claims. See MPEP § 2250.03. In addition, the
provisions of 37 CFR 1.530(d)-(k) uniquely apply
to amendments in both ex parte and inter partes
reexamination proceedings, as follows.

A. The Specification

37 CFR 1.530(d)(1) relates to the manner of making
amendments to the reexamination “specification”
(other than the claims). It is not to be used for
making amendments to the claims or the drawings.
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37 CFR 1.530(d)(1) requires that all amendments,
which include any deletions or additions, must be
made by submission of thefull text of any paragraph
to be changed in any manner, with markings (single
brackets and underlining) showing the changes. It
should be noted that examiner’s amendments made
at the time when the Notice of Intent to Issue
Reexamination Certificate (NIRC) is prepared also
require thefull text of any paragraph to be changed,
with markings. The exception for examiner's
amendment set forth in 37 CFR 1.121(g) does not
apply to examiner’'s amendments in reexamination
proceedings. It should further be noted that the
requirement of 37 CFR 1.530(d)(1) applies
regardless of whether the amendment is submitted
on paper or on compact disc (pursuant to 37 CFR
196 or 1.825). The only exception to this
requirement is that an entire paragraph of
specification text may be deleted from the
specification by a statement deleting the paragraph
without the presentation of thetext of the paragraph.
However, presentation of the text of the paragraph
to be deleted will assist the Office in proper entry
of the amendment.

In accordance with 37 CFR 1.530(d)(1), all
paragraphs which are added to the specifi cation must
be submitted as completely underlined.

37 CFR 1.530(d)(1) requires that the precise point
where each amendment is to be made must be
indicated. This is important because uncertainty
about the precise point for an amendment may cause
delay in the publication of the reexamination
certificate. Care should be taken to clearly identify
the precise point for each change to the specification.

37 CFR 1.530(d)(1) defines the “markings’ by
referenceto 37 CFR 1.530(f) asbeing single brackets
for deletion and underlining for addition. All
bracketing and underlining is made in comparison
to the original patent; not in comparison with the
prior amendment.

Where achange is made in one sentence, paragraph
or page of the patent, and the change increases or
decreasesthe size of the sentence, paragraph or page,
this will have no effect on the body of the
reexamination “specification” (the copy of the
patent). This is because al insertions are made as
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blocked additions of paragraphs. Therefore, a
reexamination patent owner need not be concerned
with page formatting consi derations when presenting
amendments to the Office.

B. TheClaims

37 CFR 1.530(d)(2) relates to the manner of making
amendments to the claims in a reexamination
proceeding. It is not to be used for making
amendments to the remainder of the specification or
to the drawings.

37 CFR 1.530(d)(2) requires that:

(A) for each claim that is proposed to be
amended by the amendment paper being submitted
(the current amendment paper), the entire text of the
claim must be presented with appropriate markings
showing the changes to the claim;

(B) for each proposed new claimwhichisadded
in the reexamination by the amendment paper being
submitted (the current amendment paper), theentire
text of the proposed new claim must be presented
and it must be underlined throughout;

(C) apatent claimiscanceled by adirection to
cancel that claim, there is no need to present the text
of the patent claim surrounded by brackets; and

(D) aproposed new claim (previously added in
the reexamination) is canceled by a direction to
cancel that claim.

Examiner’'s amendments made at the time when the
Notice of Intent to |ssue Reexamination Certificate
(NIRC) is prepared aso require the full text of any
claim to be changed, with markings. The exception
for examiner’'s amendment set forth in 37 CFR
1.121(g) does not apply to examiner's amendments
in reexamination proceedings. The requirements of
37 CFR 1.530(d)(2) apply regardless of whether the
amendment is submitted on paper or on compact
disc (pursuant to 37 CFR 1.96 or 1.825).

In accordance with 37 CFR 1.530(e), each
amendment submitted must set forth the status of all
patent claims and all added claims as of the date of
the submission. The statusto be set forth iswhether
the claim is pending, or canceled. The failure to
submit the claim status will generally result in a
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notification to the patent owner of an informal
response (see MPEP_§ 2266.02) prior to fina
rejection. Such an amendment submitted after final
rejection will not be entered.

Also in accordance with 37 CFR 1.530(€), each
clam amendment must be accompanied by an
explanation of the support in the disclosure of the
patent for the amendment (i.e., support for the
changes made in the claim(s), support for any
insertions and deletions). The failure to submit an
explanation will generally result in anotification to
the patent owner that the amendment prior to final
rejection is not completely responsive since the
failureto set forth the support in the disclosure goes
to the merits of the case (see M PEP § 2266.01). Such
an amendment submitted after final rejection will
not be entered.

37 CFR 1.530(f) identifies the type of markings
required in the claim to be amended as underlining
for added material and single brackets for material
del eted.

37 CFR 1.530(q) states that original patent claims
may not be renumbered. A patent claim retains its
number even if it is canceled in the reexamination
proceeding, and the numbering of any added claims
must begin after the last original patent claim.

C. TheDrawings

With respect to amendment of the drawings in a
reexamination proceeding, see MPEP § 2250.01.

Form paragraph 22.12 may be used to advise patent
owner of the proper manner of making amendments
inan ex parte reexamination proceeding.

D. Form Paragraphs- Ex Parte Reexamination

1 22.12 Amendments Proposed in a Reexamination - 37
CFR 1.530(d)-(j)

Patent owner is notified that any proposed amendment to the
specification and/or claims in this reexamination proceeding
must comply with 37 CFR 1.530(d)-(j), must be formaly
presented pursuant to 37 CFR 1.52(a) and (b), and must contain
any fees required by 37 CFR 1.20(c).

2200-81

§ 2250

Examiner Note:

This paragraph may be used in the order granting reexamination
and/or in the first Office action to advise patent owner of the
proper manner of making amendments in a reexamination
proceeding.

1 22.13 Improper Amendment in an Ex Parte
Reexamination - 37 CFR 1.530(d)-(j)

The amendment filed [1] proposes amendments to [2] that do
not comply with 37 CFR 1.530(d)-(j), which sets forth the
manner of making amendments in reexamination proceedings.
A supplemental paper correctly proposing amendments in the
present ex parte reexamination proceeding is required.

A shortened statutory period for response to this letter is set to
expire [3] from the mailing date of this letter. If patent owner
fails to timely correct this informality, the amendment will be
held not to be an appropriate response, prosecution of the present
ex parte reexamination proceeding will be terminated, and a
reexamination certificate will issue. 37 CFR 1.550(d).

Examiner Note:

1. This paragraph may be used for any 37 CFR 1.530(d)-(j)
informality asto a proposed amendment submitted in a
reexamination proceeding prior to final rejection. After final
rejection, the amendment should not be entered and patent owner
informed of such in an advisory Office action using Form PTOL
467.

2. Inbracket 3, if the reexamination was requested by athird
party requester, the examiner should insert “ONE MONTH or
thirty days, whichever islonger”. If the reexamination was
requested by the patent owner, if the reexamination was ordered
under 35 U.S.C. 257, or if itisaDirector ordered reexamination,
the examiner should insert “TWO MONTHS.”

The cover sheet to be used for mailing the
notification to the patent owner will be PTOL-473.

As an alternative to using form paragraph 22.13, it
would also be appropriate to use form PTOL-475.

Note that if the informal amendment is submitted
after final rejection, form paragraph 22.13 and form
PTOL-475 should not be used. Rather an advisory
Office action (using form PTOL-467) should be
issued indicating that the amendment was not
entered. In the “Other” section, it should be
explained that the amendment was not entered
becauseit does not comply with 37 CFR 1.530(d)-(j),
which setsforth the manner of making amendments
in reexamination proceedings.
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E. Form Paragraphs- Inter Partes Reexamination

See MPEP § 2666.01 for the form paragraphsto use
in inter partes reexamination proceedings, in
advising the patent owner asto the manner of making
amendments.

1. ALL CHANGESARE MADE VIS-A-VISTHE
PATENT BEING REEXAMINED

When a reexamination certificate is printed, al
underlined matter isprinted initalicsand all brackets
are printed as they were inserted in the proceeding
in order to thereby show exactly which additions
and deletions have been made in the patent via the
reexamination proceeding. In accordance with 37
CFR 1.530(i), al amendments to the patent being
reexamined must be made relative to the patent
specification in effect as of the date of the filing of
the request for reexamination. The patent
specification includes the claims and drawings. If
there was a prior change to the patent (made via a
concluded post-patent proceeding, eg., prior
reexamination certificate, reissue of the patent,
certificate of correction, etc.), the first amendment
must be made relative to the patent specification as
changed by the prior proceeding or other mechanism
for changing the patent. All amendments subsequent
to the first amendment must also be made relative
to the patent specification in effect as of the date of
the filing of the request for reexamination, and not
relative to the prior amendment. In those rare
instanceswhere aconcluded post-patent proceeding
changes the patent while the reexamination
proceeding is pending, amendments will be made
relative to the patent, as revised by the concluded
proceeding, and 37 CFR 1.530(i) is waived to that
extent.

[1l. AMENDMENT AFTER THE PATENT HAS
EXPIRED

Pursuant to 37 CFER 1.530(j), “[n]o amendment may
be proposed for entry in an expired patent.” Thus,
if a patent expires during the pendency of a
reexamination proceeding for a patent, all
amendments to the patent claims and all claims
added during the proceeding are withdrawn. The
patent owner should be notified of this in the next
Office action. The Office action will hold the
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amendments to be improper, and state that all
subsequent reexamination will be on the basis of the
unamended patent claims. This procedure is
necessary since no amendmentswill beincorporated
into the patent by acertificate after the expiration of
the patent.

37 CFR 1.530(j) further states that “[m]oreover, no
amendment, other than the cancellation of claims,
will be incorporated into the patent by a certificate
issued after the expiration of the patent.”

Thus, at the time the NIRC is to be issued, the
examiner should ensurethat al rejected and objected
to claims are canceled. The examiner should issue
an examiner’samendment canceling any such claims
not already canceled.

The cancellation of the original patent claimsisthe
only “amendatory” change permitted in an expired
patent.

IV. EXAMPLES

A substantial number of problemsarisein the Office
because of improper submission of proposed
amendments in reexamination proceedings. The
following examples are provided to assist in the
preparation of proper proposed amendments in
reexamination proceedings.

(A) Original Patent Description or Patent Claim
Amended.

(1) Specification - submit acopy of theentire
paragraph (of the specification of the patent) being
amended with underlining and bracketing. Thus, the
amendment would be presented as follows:

Replace the paragraph beginning at
column 4, line 23 with the following:

Scanning [is] are controlled by clocks
which are, in turn, controlled from the display
tube line synchronization. The signalsresulting
from scanning the scope of the character are
delivered in parallel, then converted into serial
mode through a shift register, wherein the shift
signal frequency is controlled by a clock that
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is controlled from the display tube line
synchronization.

(2) Claims- for changesto the patent claims,
one must submit a copy of the entire patent claim
with the amendments shown by underlining and
single bracketing. Thus, the amendment would be
presented as follows:

Amend claim 6 as follows:

Claim 6. (amended), The apparatus of
clam [5 1 wherein the ([first] second
piezoelectric element isparallel to the [second]
third piezoelectric element.

If the dependency of any original patent claim isto
be changed by amendment, it is proper to make that
original patent claim dependent upon alater filed
higher numbered claim.

(B) Cancellation of Entire Claim(s).
(1) Original patent claim canceled - in
writing, direct cancellation of the entire patent claim.

Cancel claim 6.

(2) Proposed new claim (previously added
in the reexamination) canceled - in writing, direct
cancellation of the entire claim.

Cancel claim 15.

(C) Re-presentation of Original Patent Claims
(no underlining or bracketing).

Amend claim 4 to read as original patent
clam 4:

Claim 4. The apparatus of claim 1 wherein
thefirst piezoelectric element is perpendicul ar
to the second piezoel ectric element.

(D) Presentation of New Claims.
Each proposed new claim (i.e., aclaim not found in

the patent, that is newly presented in the
reexamination proceeding) should be presented with
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underlining throughout the claim, including the claim
number and status indicator.

Insert new claim 7 as follows:

Clam 7 (New). The apparatus of claim 5
further comprising el ectrodes attaching to said
opposite faces of the second and third
piezoel ectric elements.

Even though an original claim may have been
canceled, the numbering of the original claims does
not change. Accordingly, any added claims are
numbered beginning with the next higher number
than the number of claimsin the original patent. If
new claims have been added to the reexamination
proceeding which are later canceled prior to the
issuance of the reexamination certificate, the
examiner will renumber, at thetime of preparing the
NIRC for subsequent issuance of the certificate, any
remaining new claimsin numerical order to follow
the highest number of the claimsin the original
patent.

A claim number previoudly assigned to anew claim
that has been canceled should not be reassigned to
adifferent new claim during the reexamination
proceeding. For example, if new clam5addedina
prior amendment is canceled in alater amendment,
adifferent new claim added in alater amendment
during the reexamination proceeding would be claim
6. Of course, at the time of preparing the NIRC,
claim 6 would be renumbered for issue of the
reexamination certificate as claim 5.

(E) Amendment of New Claims.

An amendment of anew claim (i.e., aclaim not
found in the patent, that was previously presented
in the reexamination proceeding) must present the
entire text of the new claim containing the
amendatory material, and it must be underlined
throughout the claim, including the claim number
and statusindicator. The presentation cannot contain
any bracketing or other indication of what wasin
the previous version of the claim. Thisis because
al changesin the reexamination are made vis-a-vis
the original patent, and not in comparison with any
prior amendment. Although the presentation of the
amended claim does not contain any indication of
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what is changed from a previous version of the
claim, patent owner must point out what is changed,
in the “Remarks’ portion of the amendment. Also,
as per 37 CFR 1.530(e), each change made in the
claim must be accompanied by an explanation of the
support in the disclosure of the patent (i.e., the
reexamination specification) for the change.

(F) Amendment of Original Patent ClaimsMore
Than Once.

The following example illustrates proper claim
amendment of original patent claimsin
reexamination proceedings, where more than one
amendment to a claim is made:

(1) Patent claim.

Clam 1. A cutting means having a
handle portion and a blade portion.

(2) Proper first amendment format.

Claim 1. (amended), A [cutting means]
nife having a bone handle portion and a
notched blade portion.

(3) Proper second amendment format.

Claim 1. (twice amended), A [cutting
means| knife having a handle portion and a
serrated blade portion.

Note that the second amendment must include (1)
the changes previously presented in the first
amendment; i.e., [cutting means] knife, aswell as
(2) the new changes presented in the second
amendment; i.e., serrated.

Theword bone was presented in the first amendment
and is now to be deleted in the second amendment.
Thus, “bone” isNOT to be shown in bracketsin the
second amendment. Rather, the word “bone” is
simply omitted from the claim, since “bone” never
appeared in the patent.

The word notched which was presented in the first
amendment is replaced by the word serrated in the
second amendment. The word notched is being
deleted in the second amendment and did not appear
in the patent; accordingly, “notched” is not shown
inany forminthe claim. Theword serrated isbeing
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added in the second amendment, and accordingly,
“serrated” is added to the claim and is underlined.

It should be understood that in the second
amendment, the deletions of “notched” and “bone”
are not changes from the original patent claim text
and therefore, are not shown in the second
amendment. In both the first and the second
amendments, the entire claim is presented only with
the changes from the original patent text.

If the patent expires during an ex parte or inter
partes reexamination proceeding and the patent
claims have been amended in that reexamination
proceeding, the Office will hold the amendments as
being improper, and all subsegquent reexamination
will be on the basis of the unamended patent claims.
This procedure is necessary since no amendments
will be incorporated into the patent by certificate
after the expiration of the patent.

V. CROSSREFERENCESTO OTHER AREAS

(A) For clerical handling of amendments, see
MPEP § 2270 for ex parte reexamination
proceedings, and see MPEP 8§ 2670 for inter partes
reexamination proceedings.

(B) Astoamendmentsin amerged proceeding,
see MPEP § 2283 for an ex parte reexamination
merged with another ex parte reexamination and
MPEP 8§ 2285 for an ex parte reexamination
merged with areissue application. If an inter partes
reexamination proceeding isincluded in the merger,
see MPEP § 2686.01 and § 2686.03.

(C) Asto amendmentsin a pending
reexamination proceeding where a reexamination
certificate has issued for the patent based on a prior
concluded reexamination, pursuant to M PEP § 2295,
any amendment made in the pending reexamination
proceeding must be presented asif the changes made
to the patent text via the reexamination certificate
(for the prior concluded reexamination) are a part
of the original patent. All italicized text of the
certificate is considered as if the text was present
without italicsin the origina patent. Further, any
text of the reexamination certificate found in brackets
isconsidered asif it were never present in the patent
a al. Thus, for making an amendment in the pending
reexamination, all italicized text of the reexamination
certificate is presented in the amendment without
italics. Further, any text found in brackets in the
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reexamination certificate is omitted in the
amendment.

(D) Asto amendmentsin apending
reexamination proceeding where arei ssue patent has
been granted, pursuant to MPEP § 2285, subsection
I1.A., an amendment in areexamination of are ssued
patent is made the same way asin areexamination
of areexamined patent (i.e., as per MPEP § 2295).
Thus, all italicized text of the reissue patent is
presented in the amendment (made in the pending
reexamination proceeding) without italics. Further,
any text found in bracketsin the reissue patent is
omitted in the amendment (made in the pending
reexamination proceeding).

(E) For handling a dependent claim in
reexamination proceedings, see MPEP § 2260.01.

2250.01 Correction of Patent Drawings
[R-07.2015]

37 CFR 1.530 Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship changein ex parte
or inter partes reexamination.

*kkkk

(d) Making amendmentsin a reexamination proceeding .
A proposed amendment in an ex parte or aninter partes
reexamination proceeding is made by filing a paper directing
that proposed specified changes be made to the patent
specification, including the claims, or to the drawings. An
amendment paper directing that proposed specified changes be
made in a reexamination proceeding may be submitted as an
accompaniment to arequest filed by the patent owner in
accordance with § 1.510(e), as part of a patent owner statement
in accordance with paragraph (b) of this section, or, where
permitted, during the prosecution of the reexamination
proceeding pursuant to § 1.550(a) or § 1.937.

(3) Drawings. Any changeto the patent drawings must
be submitted as a sketch on a separate paper showing the
proposed changesin red for approval by the examiner. Upon
approval of the changes by the examiner, only new sheets of
drawings including the changes and in compliance with § 1.84
must be filed. Amended figures must be identified as
“Amended,” and any added figure must be identified as“New.”
In the event afigureis canceled, the figure must be surrounded
by brackets and identified as “ Canceled.”

*kkk*k

In the reexamination proceeding, the copy of the
patent drawings submitted pursuant to 37 CFR
1.510(b)(4) will be used for reexamination purposes,
provided no change whatsoever is made to the
drawings. If there is to be ANY change in the
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drawings, a new sheet of drawings for each sheet
changed must be submitted. The change may NOT
be made on the original patent drawings.

37 CFR 1.530(d)(3) sets forth the manner of
making amendments to the drawings. Amendments
to the original patent drawing sheets are not
permitted, and any change to the patent drawings
must be in the form of a new sheet of drawings for
each drawing sheet that is changed. Any amended
figure(s) must be identified as “Amended” and any
added figure(s) must be identified as “New.” In the
event a figure is canceled, the figure must be
surrounded by brackets and identified as* Canceled.”

Where the patent owner wishes to change/amend
the drawings, the patent owner should submit a
sketch in permanent ink showing proposed
change(s)/amendment(s), for approval by the
examiner. The submitted sketch should be presented
as a separate paper, which is clearly labeled as
“Annotated Sheet,” and it will be made part of the
record. Once the proposed changes are approved,
sheets of substitute or new drawings must be
submitted for each drawing sheet that is to be
changed/amended. If a new drawing sheet contains
multiple figures, each figure must be marked as
“amended” or “new,” if applicable, to comply with
the requirements of 37 CFR 1.530(d)(3). For
example, if the new drawing sheet contains Figures
1-3 but only Figure 2 is amended, the new drawing
sheet must identify Figure 2 as“Amended.” It isnot
sufficient to generally indicate that the entire sheet
isamended by, e.g., placing the term “Amended” in
the header of the drawing sheet.

The new sheets of drawings must be entered into the
record in the reexamination file prior to the
preparation of a Notice of Intent to Issue Ex Parte
Reexamination Certificate (NIRC). If a proposed
drawing correction has been approved but the new
sheets of drawings have not been filed, and the
proceeding isotherwisein condition for termination
of the prosecution by means of a NIRC, an ex
parte Quayle Office action should be prepared -
Setting an appropriate shortened statutory time period
(SSP) for thefiling of the new sheets of drawing. If
the reexamination was requested by a third party
requester, the examiner should set an SSP of ONE
MONTH or thirty days, whichever is longer. If the
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reexamination was requested by the patent owner,
if the reexamination was ordered under 35 U.S.C.
257, or if itisaDirector ordered reexamination, the
examiner should set an SSP of TWO MONTHS. If
the new sheets of drawings are not timely filed in
response to the Quayle action, the reexamination
certificate will be issued with drawings that do not
reflect the changes/amendments that were proposed
by the patent owner.

2250.02 Correction of Inventorship
[R-07.2015]

37 CFR 1.530 Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship changein ex parte

or inter partes reexamination.
*kkkk

(I) Correction of inventorshipinan ex parteor inter partes
reexamination proceeding.

(1) When it appearsin a patent being reexamined that
the correct inventor or inventors were not named, the Director
may, on petition of al the parties set forth in § 1.324(b)(1) and
(b)(2), including the assignees, and satisfactory proof of the
facts and payment of the fee set forth in § 1.20(b), or on order
of acourt beforewhich such matter iscalled in question, include
in the reexamination certificate to be issued under § 1.570 or
8§ 1.997 an amendment naming only the actual inventor or
inventors. The petition must be submitted as part of the
reexamination proceeding and must satisfy the requirements of
§1.324.

(2) Notwithstanding paragraph (1)(1) of thissection, if
apetition to correct inventorship satisfying the requirements of
8§ 1.324 isfiled in areexamination proceeding, and the
reexamination proceeding is concluded other than by a
reexamination certificate under § 1.570 or § 1.997, a certificate
of correction indicating the change of inventorship stated in the
petition will be issued upon request by the patentee.

Where theinventorship of apatent being reexamined
is to be corrected, a petition for correction of
inventorship which complies with 37 CFR 1.324
must be submitted during the prosecution of the
reexamination proceeding. See 37 CFR 1.530(1)(1).
If the petition under 37 CFR 1.324 is granted, a
certificate of correction indicating the change of
inventorship will not be issued, because the
reexamination certificate that will ultimately issue
will contain the appropriate change of inventorship
information. The certificate of correctionisin effect
merged with the reexamination certificate.

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

In some instances, the reexamination proceeding
concludes but does not result in a reexamination
certificate under 37 CFR 1.570 or 1.997, eg.,
reexamination is vacated, or the order for
reexamination is denied. In those instances, patent
owner may, after the conclusion of the reexamination
proceeding, request that theinventorship be corrected
by a certificate of correction indicating the change
of inventorship. See 37 CFR 1.530(1)(2).
Alternatively, the failure to name the correct
inventive entity is an error in the patent which is
correctable by reissue under 35 U.S.C. 251. See
M PEP § 1412.04 for adiscussion of when correction
of inventorship by reissueis appropriate.

2250.03 Feesfor Adding Claimsand for
Filing a Petition [R-07.2015]

I. FEESFORADDING CLAIMS

Excess claims fees are applicable to excess claims
proposed to be added to apatent by their presentation
during a reexamination proceeding. See 37 CFR
1.20(c)(3) and (c)(4). Under “former” 35 U.S.C. 41,
excess claims fees were included as part of the
“application” filing fee under 35 U.S.C. 41(a)(1),
and thus did not apply during reexamination
proceedings. The Consolidated Appropriations Act
does not include the excess claims as part of the
“application” filing fee under 35 U.S.C. 41(a)(1),
but separately provides for excess claims feesin 35
U.S.C. 41(a)(2) (asbeing in addition to thefiling fee
in35U.S.C. 41(a)(1)). 35 U.S.C. 41(a)(2) provides
that an excess claims fee is due “on filing or on
presentation at any other time” (e.g., during a
reexamination proceeding) of an independent claim
in excess of three or of aclaim (whether independent
or dependent) in excess of twenty.

37 CFR 1.20 was amended, effective December 8,
2004, to provide for excess clams fees in a
reexamination proceeding. The excess claims fees
specified in 37 CFR 1.20(c) apply to al patents,
whenever granted. The fees must be submitted for
any excess claims presented in a reexamination
proceeding on or after December 8, 2004 (no excess
claimsfeewasdue under 35 U.S.C. 41 for any claim
presented during areexamination proceeding before
December 8, 2004). Even though a reexamination
proceeding was commenced prior to December 8,
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2004, the excess clams fees are due for any
amendment filed on or after December 8, 2004.

When a patent owner presents an amendment to the
claims (on or after December 8, 2004) during an ex
parte reexamination proceeding, or upon filing of
an ex parte reexamination request under 35 U.S.C.
302 (on or after December 8, 2004), excess claims
fees may be applicable. If the amendment is limited
to revising the existing claims, i.e., it does not
provide any new claim, there is no claim fee. The
excess claims fees apply only to the submission of
new, i.e., “excess’ claims.

The excess claims fees specified in 37 CFR 1.20(c)
apply to excess clams that result from an
amendment as follows:

(A) Thefeedesignated in 37 CFR 1.20(c)(3) as
the independent claims fee must be paid for each
independent claim in excess of threeand also in
excess of the number of independent claimsin the
patent being reexamined. The amendment must
increase the number of independent claimsto be
more than both of these limits, in order for the
“independent excess claims fee” to apply;

(B) Thefeedesignated in 37 CFR 1.20(c)(4) as
the total claims fee must be paid for each claim
(whether independent or dependent) in excess of
twenty and also in excess of the number of claims
in the patent being reexamined. The amendment
must increase the total number of claimsto be more
than both of these limits, in order for the “total
excess claims fee” to apply.

Thefollowing examplesillustrate the application of
the excess claims feesin apatent (non-small entity)
to be reexamined containing six independent claims
and thirty total claims;

(A) No excessclaimsfeeisdueif the patent
owner cancels ten claims, two of which are
independent, and adds ten claims, two of which are
independent.

(B) The 37 CFR 1.20(c)(3) excess independent
claims fee for a seventh independent claim isdue if
the patent owner cancels ten claims, two of which
areindependent, and addsten claims, three of which
are independent.
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(C) The 37 CFR 1.20(c)(4) excess total claims
feefor athirty-first claimis dueif the patent owner
cancelsten claims, two of which are independent,
and adds eleven claims, two of which are
independent.

(D) The 37 CFR 1.20(c)(3) excess independent
claims fee for a seventh independent claim and the
37 CFR 1.20(c)(4) excess total claims fee for a
thirty-first claim are dueif the patent owner cancels
ten claims, two of which are independent, and adds
eleven claims, three of which are independent.

A claim that has been disclaimed under 35 U.S.C.
253 and 37 CFR 1.321(a) as of the date of filing of
the request for reexamination is not considered to
be a claim in the patent under reexamination for
purposes of excess claimsfee calculations. The same
appliesto aclaim canceled viaaprior Reexamination
Certificate, reissue patent, or Certificate of
Correction.

If, for a response to a non-final Office action, the
excess claims fees required by 37 CFR 1.20(c)(3)
and (c)(4) are not paid with the presentation of the
excess claims, a notice of fee deficiency will be
issued as a Notice of Defective Paper In Ex Parte
Reexamination. In third party requested
reexaminations, aone-month time period will be set
in the form PTOL-475 for correction of the defect,
i.e., the fee deficiency. In patent owner requested
reexaminations (including reexaminations ordered
under 35 U.S.C. 257) or Director ordered
reexaminations, atwo-month time period will be set
in form PTO-2311 for correction of the defect, i.e.,
the fee deficiency. An extension of time to correct
the fee deficiency may be requested under 37 CFR
1.550(c). If the unpaid excess claims fees required
by 37 CFR 1.20(c)(3) and (c)(4) are not paid within
the time period set for response to the Notice, the
prosecution of the reexamination proceeding will be
terminated under 37 CFR 1.550(e), to effect the
“abandonment” set forth in 37 CFR 1.20(c)(5). If
the excess claimsfeesrequired by 37 CFR 1.20(c)(3)
and (c)(4) are not paid with the presentation of the
excess claimsin aresponse to afinal Office action,
the examiner should notify the owner of the fee
deficiency in the advisory action.
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1. FEESFOR FILINGA PETITION IN
REEXAMINATION

Pursuant to 37 CFR 1.550(i), a petition in an ex
parte reexamination proceeding must be
accompanied by the fee set forth in 37 _CFR
1.20(c)(6), except for petitions under 37 CFR
1.530(c) to extend the period for response by a patent
owner, petitions under 37 CFR 1.550(€) to accept a
delayed response by a patent owner, petitions under
37 CFR 1.78 to accept an unintentionally delayed
benefit claim, and petitions under 37 CFR 1.530(1)
for correction of inventorship in a reexamination
proceeding.

Pursuant to 37 CFR 1.20(c)(6), the fee for filing a
petition in an ex parte reexamination proceeding,
except for those specifically enumerated in 37 CFR

1.550(i) is:

$ 1,940 for alarge entity.
$ 970 for asmall entity.

$ 485 for amicro entity (available for patent owners
only).

2251 Reply by Third Party Requester
[R-08.2012]

37 CFR 1.535 Reply by third party requester in ex parte
reexamination.

A reply to the patent owner’s statement under § 1.530 may be
filed by the ex parte reexamination requester within two months
from the date of service of the patent owner’s statement. Any
reply by the ex parte requester must be served upon the patent
owner in accordance with § 1.248. If the patent owner does not
file a statement under § 1.530, no reply or other submission
from the ex parte reexamination requester will be considered.

If the patent owner files a statement in a timely
manner, the third party requester is given a period
of 2 months from the date of serviceto reply. Since
the statute, 35 U.S.C. 304, providesthistime period,
there will be no extensions of time granted.

Thereply need not be limited to the issuesraised in
the statement. The reply may include additional prior
art patents and printed publications and may raise
any issue appropriate for reexamination.
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If no statement isfiled by the patent owner, no reply
is permitted from the third party requester.

The third party requester must serve a copy of the
reply on the patent owner. See MPEP § 2266.03 for
further discussion as to the third party requester
providing service on the patent owner.

Thethird party requester is not permitted to file any
further papers after his or her reply to the patent
owner’s statement. Any further papers will not be
considered and will bereturned to the requester. The
patent owner cannot file papers on behaf of thethird
party requester and thereby circumvent the rules.

2252 Consideration of Statement and Reply
[R-11.2013]

37 CFR 1.540 Consideration of responsesin ex parte
reexamination.

The failure to timely file or serve the documents set forth in
8 1.530 or in § 1.535 may result in their being refused
consideration. No submissions other than the statement pursuant
to 8 1.530 and thereply by the ex parte reexamination requester
pursuant to § 1.535 will be considered prior to examination.

Although 37 CFR 1.540 would appear to be
discretionary in stating that late responses “may
result in their being refused consideration,” patent
owners and requesters can expect consideration to
berefused if the statement and/or reply isnot timely
filed. 37 CFR 1.540 restricts the number and kind
of submissionsto be considered prior to examination
to those expressly provided for in 37 CFR 1.530 and
37 CFR 1.535. Untimely submissionswill ordinarily
not be considered. Untimely submissions, other than
untimely papers filed by the patent owner after the
period set for response, will not be placed of record
in the reexamination file but will be returned to the
sender.

Any paper for which proof of service is required,
which is filed without proof of service, may be
denied consideration. Where no proof of serviceis
included, inquiry should be made of the sender by
the Central Reexamination Unit asto whether service
wasin fact made. If no service was made, the paper
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is placed in the reexamination file but is not
considered. See MPEP § 2266.03 and § 2267.

2253 Consderation by Examiner [R-07.2015]

Oncereexaminationisordered under 35 U.S.C. 304,
any submissions properly filed and served in
accordance with 37 CFR 1.530 and 37 CFR 1.535
will be considered by the examiner when preparing
the first Office action.

With respect to consideration of any proposed
amendments to the specification, including claims,
made by the patent owner, the examiner will be
guided by the provisions of 37 CFR 1.530(d)-(j).
With respect to consideration of the patent owner’s
statement, the examiner will be guided by 37 CFR

1.530(c).

As to consideration of a reply by a third party
reguester, the examiner will be guided by 37 CFR
1.535. If the requester’s reply to the patent owner’s
statement raises issues not previously presented,
such issues will be treated by the examiner in the
Office action if they are within the scope of
reexamination. However, if an issue raised by the
third party requester in the reply is not within the
scope of reexamination, it should betreated pursuant
to 37 CFR 1.552(c).

For handling of new matter, see MPEP § 2270.

2254 Conduct of Ex Parte Reexamination
Proceedings [R-07.2015]

35 U.S.C. 305 Conduct of reexamination proceedings.

After the times for filing the statement and reply provided for
by section 304 have expired, reexamination will be conducted
according to the procedures established for initial examination
under the provisions of sections 132 and 133. In any
reexamination proceeding under this chapter, the patent owner
will be permitted to propose any amendment to his patent and
a new claim or claims thereto, in order to distinguish the
invention as claimed from the prior art cited under the provisions
of section 301, or in response to a decision adverse to the
patentability of a claim of a patent. No proposed amended or
new claim enlarging the scope of a claim of the patent will be
permitted in areexamination proceeding under this chapter. All
reexamination proceedings under this section, including any
appeal to the Patent Trial and Appeal Board, will be conducted
with special dispatch within the Office.
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37 CFR 1.550 Conduct of ex parte reexamination
proceedings.

(&) All exparte reexamination proceedings, including any
appeals to the Board of Patent Appeals and Interferences, will
be conducted with special dispatch within the Office. After
issuance of the ex parte reexamination order and expiration of
the time for submitting any responses, the examination will be
conducted in accordance with §8 1.104 through 1.116 and will
result in the issuance of an ex parte reexamination certificate
under § 1.570.

(b) The patent owner in an ex parte reexamination
proceeding will be given at least thirty days to respond to any
Office action. In response to any rejection, such response may
include further statements and/or proposed amendments or new
claimsto place the patent in a condition where al claims, if
amended as proposed, would be patentable.

(c) Thetime for taking any action by a patent owner in an
ex parte reexamination proceeding may be extended as provided
in this paragraph.

(1) Any request for such an extension must specify the
requested period of extension and be accompanied by the petition
feeset forthin 8§ 1.17(q).

(2) Any request for an extension in athird party
requested ex parte reexamination must be filed on or before
the day on which action by the patent owner is due, and the mere
filing of such arequest for extension will not effect the
extension. A request for an extension in athird party requested

ex parte reexamination will not be granted in the absence of
sufficient cause or for more than areasonable time.

(3) Any request for an extension in a patent owner
requested or Director ordered ex parte reexamination for up to
two months from the time period set in the Office action must
befiled no later than two months from the expiration of thetime
period set in the Office action. A request for an extensionin a
patent owner requested or Director ordered ex parte
reexamination for more than two months from the time period
set in the Office action must be filed on or before the day on
which action by the patent owner is due, and the mere filing of
arequest for an extension for more than two months from the
time period set in the Office action will not effect the extension.
Thetime for taking action in a patent owner requested or
Director ordered ex parte reexamination will not be extended
for more than two months from the time period set in the Office
action in the absence of sufficient cause or for more than a
reasonable time.

(4) Thereply or other action must in any event befiled
prior to the expiration of the period of extension, but in no
situation may areply or other action be filed later than the
maximum time period set by statute.

(5) See§90.3(c) of thistitle for extensions of timefor
filing a notice of appeal to the U.S. Court of Appeals for the
Federal Circuit or for commencing acivil action.

(d) If the patent owner failsto file atimely and appropriate
response to any Office action or any written statement of an
interview required under § 1.560(b), the prosecution in the ex
parte reexamination proceeding will be aterminated
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prosecution, and the Director will proceed to issue and publish
a certificate concluding the reexamination proceeding under
8§ 1.570 in accordance with the last action of the Office.

(e) If aresponse by the patent owner is not timely filed in
the Office, apetition may be filed pursuant to § 1.137 to revive
areexamination prosecution terminated under paragraph (d) of
this section if the delay in response was unintentional.

(f) Thereexamination requester will be sent copies of Office
actionsissued during the ex parte reexamination proceeding.
After filing of arequest for ex parte reexamination by athird
party requester, any document filed by either the patent owner
or the third party requester must be served on the other party in
the reexamination proceeding in the manner provided by § 1.248.
The document must reflect service or the document may be
refused consideration by the Office.

(g) The active participation of the ex parte reexamination
requester endswith thereply pursuant to § 1.535, and no further
submissions on behalf of the reexamination requester will be
acknowledged or considered. Further, no submissions on behalf
of any third parties will be acknowledged or considered unless
such submissions are:

(1) inaccordance with § 1.510 or § 1.535; or

(2) entered in the patent file prior to the date of the
order for ex parte reexamination pursuant to 8§ 1.525.

(h) Submissions by third parties, filed after the date of the
order for ex parte reexamination pursuant to § 1.525, must meet
the requirements of and will be treated in accordance with
§ 1.501(a).

(i) A petitioninanex parte reexamination proceeding must
be accompanied by the fee set forth in § 1.20(c)(6), except for
petitions under paragraph (c) of this section to extend the period
for response by a patent owner, petitions under paragraph (€)
of this section to accept a delayed response by a patent owner,
petitions under § 1.78 to accept an unintentionally delayed
benefit claim, and petitions under § 1.530(1) for correction of
inventorship in areexamination proceeding.

Once ex parte reexamination isordered pursuant to
35 U.S.C. 304 and the times for submitting any
responsesto the order have expired, no further active
participation by athird party reexamination requester
is alowed, and no third party submissions will be
acknowledged or considered unless they are in
accordance with 37 CFR 1.510. The reexamination
proceedingswill be ex parte, even if ordered based
on arequest filed by athird party, because this was
theintention of thelegidation. Ex parte proceedings
preclude the introduction of arguments and issues
by the third party requester which are not withinthe
intent of 35 U.S.C. 305 (“reexamination will be
conducted according to the procedures established
for initial examination under the provisions of
sections 132 and 133").
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The patent owner may not file papers on behalf of
the requester and thereby circumvent the intent of
the ex partereexamination legisation and therules.
The U.S. Court of Appedls for the Federal Circuit
held in Emerson Elec. Co. v. Davail, Inc., 88 F.3d
1051, 39 USPQ2d 1474 (Fed. Cir. 1996) that a
federal district court does not have the authority to
order a patent owner to file papers prepared by a
third party in addition to the patent owner’s own
submission in a patent reexamination proceeding.
Such papers prepared by the third party and filed by
the patent owner will not be entered, and the entire
submission will be returned to the patent owner as
an inappropriate response. See MPEP § 2266 and
§ 2267.

The examination will be conducted in accordance
with 37 CFR 1.104, 1.105, 1.110-1.113, and 1.116
(35 U.S.C. 132 and 133) and will result in the
issuance of areexamination certificate under 37 CFR
1.570. The proceeding shall be conducted with
specia dispatch within the Office pursuant to 35
U.S.C. 305, last sentence. A full search will not
routinely be made by the examiner. The third party
reexamination requester will be sent copies of Office
actions and the patent owner must serve responses
on the requester. Citations submitted in the patent
file prior to issuance of an order for reexamination
will be considered by the examiner during the
reexamination. Reexamination will proceed even if
the copy of the order sent to the patent owner is
returned undelivered. The notice under 37 CFR
1.11(c) is constructive notice to the patent owner
and lack of response from the patent owner will not
delay reexamination. See MPEP § 2230.

2255 Who Reexamines [R-07.2015]

The examination will ordinarily be conducted by the
same patent examiner who made the decision on
whether the reexamination request should be granted.
See MPEP § 2236.

However, if a petition under 37 CFR 1.515(c) is
granted after an examiner's determination that found
therequest did not raise any SNQ, the reexamination
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will generally be conducted by another examiner.
See MPEP § 2248.

2256 Prior Art Patentsand Printed
Publications Reviewed by Examiner in
Reexamination [R-07.2015]

Typically, the primary source of prior art will bethe
patents and printed publications cited in the request
for ex parte reexamination.

Subject to the discussion provided below in this
section, the examiner must al so consider patents and
printed publications:

(A) cited by another reexamination requester
under 37 CFR 1.510 or 37 CFR 1.915;

(B) cited in apatent owner’s statement under
37 CFR 1.530 or arequester’sreply under 37 CFR
1.535 if they comply with 37 CFR 1.98;

(C) cited by the patent owner under a duty of
disclosure (37 CFR 1.555) in compliance with 37
CFR 1.98;

(D) discovered by the examiner in searching;

(E) of record in the patent file from earlier
examination; and

(F) of record in the patent file from any 37 CFR
1.501 submission prior to date of an order if it
complieswith 37 CFR 1.98.

Where patents, publications, and other such
documents are submitted by a party (patent owner
or requester) in compliance with the requirements
of the rules, the requisite degree of consideration to
be given to such information will be normally limited
by the degree to which the party filing the
information citation has explained the content and
relevance of the document. The initials of the
examiner placed adjacent to the citations on theform
PTO/SB/08A and 08B or its equivalent, without an
indication to the contrary in therecord, do not signify
that the document has been considered by the
examiner any further than to the extent noted above.

Asto (E) above, it is pointed out that the degree of
consideration of information from the patent file and
its parent filesis dependent on the avail ability of the
information. Thus, for example, as to a reference
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other than aU.S. patent and U.S. patent publication
that is not scanned into the Image File Wrapper
(IFW) what was said about that reference in the
patent’s record is the full extent of consideration,
unless otherwise indicated, or unless parties
appropriately supplied a copy.

As to (B), (C) and (F) above, 37 CFR 1.98(a)(2)
requires alegible copy of:

(1) each foreign patent;

(2) each publication or that portion which caused
it to belisted, other than U.S. patentsand U.S. patent
application publications unless required by the
Office;

(3) for each cited pending unpublished U.S.
application, the application specification including
the claims, and any drawing of the application, or
that portion of the application which caused it to be
listed including any claims directed to that portion;

(4) all other information or that portion which
caused it to be listed.

It is not required nor is it permitted that parties
submit copies of copending reexamination
proceedings and applications (which copies can be
mistaken for anew request/filing); rather, submitters
may provide the appli cation/proceeding number and
its status. A submission that is not permitted entry
will be returned, expunged, or discarded at the sole
discretion of the Office.

The exception to the requirement for reference copies
in37 CFR 1.98(d)(1) does not apply to reexamination
proceedings since a reexamination proceeding does
not receive 35 U.S.C. 120 benefit from the patent.

AFTER THE NOTICE OF INTENT TO ISSUE EX
PARTE REEXAMINATION CERTIFICATE (NIRC):

Once the NIRC has been mailed, the reexamination
proceeding is forwarded for publication of the
reexamination certificate. Thus, when the patent
owner provides a submission of patents and printed
publications or other information described in 37
CER 1.98(a) after the NIRC has been mailed, the
proceeding has entered the publication process for
printing the reexamination certificate. To
automatically delay prosecution by pulling the
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proceeding from that process when such a
submission has been filed, without more, would be
contrary to the Office's statutory mandate for
“gpecial dispatch”, as set forthin 35 U.S.C. 305.

For thisreason, the submission must be accompanied
by (A) afactual accounting providing a sufficient
explanation of why the information submitted could
not have been submitted earlier, (B) an unequivocal
statement that one or more claims are unpatentable,
and (C) an amendment to such claim or claims, and
an explanation asto how the amendment causes such
clam or claims to be patentable. This must be
provided via a petition under 37 CFR 1.182 (with
the petition fee) for entry and consideration of the
information  submitted after NIRC. These
requirements are necessary to provide a basis for
interrupting the proceeding after NIRC, in order for
the Office to comply with its statutory mandate for
“gpecial dispatch”.

These requirements are similar to the requirements
to withdraw an application from issue as set forth in
37 _CFR 1.313(c)(1). The printing cycle for an
application occurs after the payment of theissue fee
(thereis no issue fee in reexamination), and thus, in
order to withdraw an application from issue after
payment of theissuefee, therequirementsof 37 CFR
1.313(c) must be met. Based on the statutory
requirement for “special dispatch,” the requirements
for withdrawal of areexamination proceeding from
issue, i.e., its printing cycle, after NIRC are at |east
asburdensome asthose set forthin 37 CFR 1.313(b)
and (c). Accordingly, where a submission of patents
and printed publications or other information
described in 37 CFR 1.98(a) is made after NIRC,
the patent owner must provide an uneguivocal
statement as to why the art submitted makes at |east
one claim unpatentable, an amendment to such claim
or clams, and an explanation as to how the
amendment causes such claim or clams to be
patentable. Thisisin addition to the above-discussed
factual accounting providing asufficient explanation
of why the information submitted could not have
been submitted earlier (seeitem (A) above).

No consideration will be given to a third party
requester submission of patents and printed
publications, or other information, that isfiled in the
reexamination proceeding unless it is part of the
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request for reexamination or the requester’'s reply
under 37 CFR 1.535. See 37 CFR 1.540.

2257 Listing of Prior Art [R-07.2015]

The reexamination request must provide alisting of
the patents and printed publications (discussed in
the request) as provided for in 37 CFR 1.98. See
MPEP § 2214. The examiner must list on a form
PTO-892, if not aready listed on a form
PTO/SB/08A or 08B, or PTO/SB/42 (or on aform
having a format equivalent to one of these forms),
al prior art patents or printed publications which
have been cited in the decision on the request,
applied in making rejections or cited as being
pertinent during the reexamination proceedings. Such
prior art patents or printed publications may have
come to the examiner’s attention because:

(A) they were of record in the patent file due to
aprior art submission under 37 CFR 1.501 which
was received prior to the date of the order;

(B) they were of record in the patent file asresult
of earlier examination proceedings; or

(C) they werediscovered by the examiner during
aprior art search.

All citations listed on form PTO-892, and A4l
citations not lined-through on any form PTO/SB/08A
or 08B, or PTO/SB/42 (or on aform having aformat
equivalent to one of these forms), will be the list of
prior art documents considered in the reexamination
proceeding. A notice will be printed on the
reexamination certificate to state that thelist of cited
prior art documents will be available via PAIR by
the reexamination control number.

A submission of patents and/or publications is
entitled to entry and citation in the reexamination
certificate (that will beissued) when it complieswith
37 CFR 1.98 and is submitted:

(A) by the patent owner in the statement under
37 CFR 1.530;

(B) by the reexamination requester in the reply
under 37 CFR 1.535;

(C) prior to the order of reexamination under
37 CFR 1.501 by any party; and/or
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(D) by the patent owner under the duty of
disclosure requirements of 37 CFR 1.555.

2258 Scope of Ex Parte Reexamination
[R-07.2015]

37 CFR 1.552 Scope of reexamination in ex parte
reexamination proceedings.

(@) Clamsinan ex parte reexamination proceeding will
be examined on the basis of patents or printed publications and,
with respect to subject matter added or deleted in the
reexamination proceeding, on the basis of the requirements of
35U.SC. 112

(b) Claimsinan ex parte reexamination proceeding will
not be permitted to enlarge the scope of the claims of the patent.

(c) Issues other than those indicated in paragraphs (a) and
(b) of this section will not be resolved in areexamination
proceeding. If such issuesareraised by the patent owner or third
party requester during areexamination proceeding, the existence
of such issueswill be noted by the examiner in the next Office
action, in which case the patent owner may consider the
advisability of filing a reissue application to have such issues
considered and resolved.

(d) Any statement of the patent owner and any
accompanying information submitted pursuant to § 1.501(a)(2)
which is of record in the patent being reexamined (which
includes any reexamination files for the patent) may be used
after areexamination proceeding has been ordered to determine
the proper meaning of a patent claim when applying patents or
printed publications.

37 CFR 1.625 Conclusion of supplemental examination;
publication of supplemental examination certificate;
procedure after conclusion.

*kkk*k

(d) Any ex parte reexamination ordered under 35 U.S.C.
257 will be conducted in accordance with 88 1.530 through
1.570, which govern ex parte reexamination, except that:

(1) The patent owner will not have theright to file a
statement pursuant to § 1.530, and the order will not set atime
period within which to file such a statement;

(2) Reexamination of any claim of the patent may be
conducted on the basis of any item of information as set forth
in § 1.605, and isnot limited to patents and printed publications
or to subject matter that has been added or deleted during the
reexamination proceeding, notwithstanding § 1.552(a);

(3) Issuesin addition to those raised by patents and
printed publications, and by subject matter added or deleted
during a reexamination proceeding, may be considered and
resolved, notwithstanding § 1.552(c); and

(4) Information material to patentability will be defined
by 8 1.56(b), notwithstanding § 1.555(b).

A reexamination proceeding ordered under 35 U.S.C.
304 provides acompl ete reexamination of the patent
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claims on the basis of prior art patents and printed
publications. Double patenting issues may aso be
considered during reexamination. See subsection
I.D. below. Issues relating to 35 U.S.C. 112 are
addressed only with respect to new clams or
amendatory subject matter in the specification,
claimsor drawings. Any new or amended claimsare
examined to ensure that the scope of the origina
patent claims is not enlarged, i.e., broadened. See

In a reexamination proceeding ordered under 35
U.S.C. 257, however, reexamination is not limited
to patents and printed publications. Reexamination
ordered under 35 U.S.C. 257 may involve any
information which is determined by the Office to
raise a substantial new question of patentability in
a supplemental examination proceeding. The
information may include, for example, not only a
patent or a journal article, but also a sales invoice,
or a transcript of an audio or video recording. A
reexamination proceeding ordered under 35 U.S.C.
257 may involve issues relating to 35 U.S.C. 112
which are not limited to matter that has been added
or deleted during reexamination. Issues under 35
U.S.C. 112 in a reexamination ordered under 35
U.S.C. 257 may aso involve the origina subject
matter of the patent under reexamination, including
the original specification, claims, and drawings.
Reexamination ordered under 35 U.S.C. 257 may
involve any ground of patentability, such as, for
example, patent eligible subject matter, anticipation,
public use or sale, obviousness, written description,
enablement, indefiniteness, and double-patenting.
See MPEP 88 2801 and 2809.01, subsection |.

I. PRIOR ART PATENTSOR PRINTED
PUBLICATIONS, AND DOUBLE PATENTING

Rejectionson prior art in reexamination proceedings
ordered under 35 U.S.C. 304 may only be made on
the basis of prior art patents or printed publications.
The prior art regime under which the application for
the patent was examined (the first-inventor-to-file
prior art regime, or the first-to-invent prior art
regime) will generally be applied in reexamination
of the patent. One exception would be where an
amended or new claim having an effective filing
date for the new claim on or after March 16, 2013,
is presented during the reexamination of a patent
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that was subject to thefirst-to-invent prior art regime,
inwhich case the reexamination would be conducted
under the first-inventor-to-file prior art regime.
Similarly if a benefit claim to a prior application
with a filing date before March 16, 2013 is made
during the reexamination , then reexamination would
be conducted under the first-to-invent prior art
regime even if the application that matured into the
patent was examined under the first-inventor-to-file
prior art regime when the following conditions are
met. Specifically, the written description of the prior
application must provide adequate written support
under 35 U.S.C. 112 for thefollowing: (1) all of the
patent claims; (2) all claims presented at any time
during the prosecution of the application that
matured into the patent under reexamination; and
(3) al claims presented at any time during the
prosecution of any application to which the benefit
was sought by the application that matured into the
patent under reexamination.

With respect to the first-inventor-to-file prior art
regime, prior art rejections may be based upon the
provisions of 35 U.S.C. 102 asitisin effect on and
after March 16, 2013, applicable to prior art patents
and printed publications. Thus “A person shall be
entitled to a patent unless’:

(D “the claimed invention was patented” or
“described inaprinted publication” “beforethe
effective filing date of the claimed invention”;
or

(2) “the claimed invention was described in a
patent issued under section 151, or in an
application for patent published or deemed
published under section 122(b), in which the
patent or application, asthe case may be, names
another inventor and was effectively filed
before the effective filing date of the claimed
invention.”

These provisions are subject to the exceptions of 35
U.SC. 102(b), and effective filing dates are
determined pursuant to 35 U.S.C. 102(d). For further
information as to the first-inventor-to-file prior art
regime, see MPEP Chapter 700.

With respect to the first-to-invent prior art regime,
prior art rejections may be based upon the following
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portions of prior 35 U.S.C. 102 (in effect prior to
March 16, 2013):

“(@) . . . patented or described in a printed
publication in this or aforeign country, before
the invention thereof by the applicant for patent,
or’

“(b) the invention was patented or described in
aprinted publicationinthisor aforeign country
... more than one year prior to the date of the
application for patent in the United States, or”

*kkk*k*k

“(d) the invention was first patented or caused
to be patented, or was the subject of an
inventor’s certificate, by the applicant or his
legal representatives or assigns in a foreign
country prior to the date of the application for
patent in this country on an application for
patent or inventor’s certificate filed more than
twelve months before the filing of the
application in the United States, or”

(e) theinvention was described in — (1)
an application for patent, published under
section 122(b), by another filed in the United
States before the invention by the applicant for
patent or (2) apatent granted on an application
for patent by another filed in the United States
before the invention by the applicant for patent,
except that an international application filed
under the treaty defined in section 351(a) shall
have the effects for the purposes of this
subsection of an application filed in the United
States only if the international application
designated the United States and was published
under Article 21(2) of such treaty in the English
language; or”

*kkk*k

“(9)... (2) before such person’s invention
thereof, the invention was made in this country
by another inventor who had not abandoned,
suppressed, or concealed it. In determining
priority of invention under this subsection, there
shall be considered not only the respective dates
of conception and reduction to practice of the
invention, but also the reasonable diligence of
onewho wasfirst to conceive and | ast to reduce
to practice, from atime prior to conception by
the other.”
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All citations to 35 U.S.C. discussing the
first-to-invent prior art regime are to the relevant
statute in effect on March 15, 2013.

Typically, substantial new questions of patentability
and rejections in a reexamination proceeding are
based on “prior art” patents and publications.
However, there are exceptions, even for
reexaminations ordered under 35 U.S.C. 304. For
example, in In re Lonardo, 119 F3d 960, 43
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USPQ2d 1262 (Fed. Cir. 1997), the Federal Circuit
upheld a nonstatutory double patenting rejection in
which the patent upon which the rejection was based
and the patent under reexamination shared the same
effective filing date. See also the discussion as to
double patenting in subsection [.D. below.
Analogoudly, for reexamination proceedings
examined under the first-to-invent prior art regime,
a 35 U.S.C. 102(g)(2) rejection may be asserted in
areexamination proceeding based on the examples
illustrated below:
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Rejection of claims in patent with earlier
filing date over claims of patent having later

filing date, using pre-AIA 35U.S.C. 102(g) in
a manner analogous to double patenting

Application A filed 1/4/2007
Application B filed 2/4/2007
Same invention is claimed in

both applications

Commonly Assigned —
Different Inventive Entities —

No Common Assignee.
Applicant. or Inventor

No establishment of Common

Ownership or Joint Research

Agreement under pre-AIA 35 US.C.

In Applications A & B,
suggested counts added
for interference

FP 23.04

Rejection under pre-AIA
35 U.S.C. 102(g)/103(a)
in reexamination of A’s
patent having claims that
are obvious over
inventions that A lost to
B, which are claimed mn
B’s patent
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103(c) at time of B's invention

Party B with a later filing date wins
the interference proceeding
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Assignee Required fo
Name Prior Invention

FP 827 11

Claims to B elected as
prior invention

Rejection under pre-ATA
35 U.8.C. 102(g)/103(a)
m reexamination of A’s
patent having claims that
are obvious over claims
in B’s patent having the
later filing date




CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS

A. Previously Considered Prior Art Patentsor Printed
Publications

After reexamination is ordered based on a proper
substantial new question of patentability, the
propriety of making a ground of rejection based on
prior art previously considered by the Office (in an
earlier examination of the patent) isgoverned by the
guidance set forthin MPEP § 2258.01. Notealso In
re Hiniker Co., 150 F.3d 1362, 1367, 47 USPQ2d
1523,1527 (Fed. Cir. 1998)(court held the
reexamination proceeding was supported by a
substantial new question of patentability where the
rejection before the court was based on a
combination of art that had been before the examiner
during the original prosecution, and art newly cited
during the reexamination proceeding. The court
further stated that any error in the Commissioner’s
authority to institute a reexamination was “washed
clean” during the reexamination procedure.)

B. MattersOther Than Patentsor Printed Publications
in Reexaminations Ordered under 35 U.S.C. 304

Rejections will not be based on matters other than
patents or printed publications, such as public use
or sale, inventorship, 35 U.S.C. 101, conduct issues,
etc. In this regard, see In re Lanham, 1 USPQ2d
1877 (Comm’r Pat. 1986), and Sewart
Systems v. Comm'r of Patents and Trademarks, 1
USPQ2d 1879 (E.D. Va. 1986). A rejection on prior
public use or sale, insufficiency of disclosure (with
respect to original subject matter), etc., cannot be
made even if it relieson aprior art patent or printed
publication. Prior art patents or printed publications
must be applied under an appropriate portion of 35
U.S.C. 102 and/or 103 when making arejection.

C. Intervening Patents or Printed Publications

Rejections may be made in reexamination
proceedings based on intervening patents or printed
publications where the patent claims under
reexamination are entitled only to the filing date of
the patent and are not supported by an earlier foreign
or United States patent application whosefiling date
is claimed. For example, under 35 U.S.C. 120, the
effective date of these claims would be the filing
date of the application which resulted in the patent.
Intervening patents or printed publications are
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available asprior art under Inre Ruscetta, 255 F.2d
687, 118 USPQ 101 (CCPA 1958), and In re van
Langenhoven, 458 F.2d 132, 173 USPQ 426 (CCPA
1972). See MPEP § 211. Seealso Inre NTP, Inc.,
654 F.3d 1268, 99 USPQ2d 1500 (Fed. Cir. 2011)
(holding that the Office is not prohibited from
performing a 35 U.S.C. 112 written description
priority analysis during reexamination).

D. Double Patenting

Double patenting is normaly proper for
consideration in reexamination under 35 U.S.C. 302
. See InreLonardo, 119 F.3d 960, 43 USPQ2d 1262
(Fed. Cir. 1997). In Lonardo, the Federal Circuit
reviewed and interpreted the language of 35 U.S.C.
303 and stated that:

Since the statute in other places refersto prior
art in relation to reexamination, see id., it
seems apparent that Congressintended that the
phrases ‘patents and publications’ and ‘ other
patents or printed publications in section
303(a) not be limited to prior art patents or
printed publications... . Finaly, it isreasonable
to conclude that Congress intended to include
double patenting over a prior patent as a basis
for reexamination because maintenance of a
patent that creates double patenting is as much
of an imposition on the public as maintenance
of patent that is unpatentable over prior art.
Thus, we concludethat the PTO was authorized
during reexamination to consider the question
of double patenting based upon the 762 patent.

InreLonardo, 119 F.3d at 966, 43 USPQ2d at 1266.
Accordingly, the issue of double patenting, over
prior art patents or non-prior art patents, is
appropriate for consideration in reexamination under
35 U.S.C. 302, both as a basis for ordering
reexamination under 35 U.S.C. 304 and during
subsequent examination on the merits. The issue of
double patenting isto be considered by the examiner
when making the decision on the request for
reexamination. The examiner should determine
whether the issue of double patenting raises a
substantial new question of patentability. The issue
of double patenting is also to be considered during
the examination stage of reexamination proceeding.
In the examination stage, the examiner should

Rev. 07.2015, October 2015



§ 2258

determine whether a rejection based on double
patenting is appropriate.

Reexaminations ordered under 35 U.S.C. 257 may
also involve double patenting grounds. Seealso Ex
parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. &
Inter. 1985) (“Double patenting rejections are
analogous to rejections under 35 U.S.C. 103 and
depend on the presence of aprior patent asthe basis
for theregjection”).

See MPEP & 804 to 8§ 804.03 for discussion on
double patenting.

E. Affidavits or Declarations or Other Written
Evidence

Affidavits or declarations or other written evidence
which explain the contents or pertinent dates of prior
art patents or printed publicationsin more detail may
be considered in reexamination.

In reexaminations ordered under 35 U.S.C. 304, any
rejection must be based upon the prior art patents or
printed publications as explained by the affidavits
or declarations or other written evidence. The
rejection in such circumstances cannot be based on
the affidavits or declarations or other written
evidence as such, but must be based on the prior art
patents or printed publications.

F. Admissions; Use of Admissionsin Reexaminations
Filed under 35U.S.C. 302 and Ordered under 35 U.S.C.
304

1. Initial Reexamination Deter mination and Order

The consideration under 35 U.S.C. 303 of arequest
for reexamination is limited to prior art patents and
printed publications. See Ex parte McGaughey,

6 USPQ2d 1334, 1337 (Bd. Pat. App. & Inter. 1988).
Thus an admission, per se, may not be the basisfor
establishing a substantial new question of
patentability. However, an admission by the patent
owner of record in the file or in a court record may
be utilized in combination with a patent or printed
publication. While such an admission may be utilized
in combination with a patent or printed publication,
a written statement of the patent owner submitted
pursuant to 37 CFR 1.501 and accompanying 37
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CFR 1.510(b)(2) explanation (of how each patent
owner claim scope statement is being used to
determine the proper meaning of patent claim)
cannot be considered in making the initia
reexamination determination and issuance of the
order granting or denying reexamination. See 35

U.S.C. 301(d).

2. Reexamination Ordered under 35 U.S.C. 304,
Examination on the Merits

After reexamination has been ordered under 35
U.S.C. 304, the examination on the meritsisdictated
by 35 U.S.C. 305, see Ex parte McGaughey, 6
USPQ2d 1334, 1337 (Bd. Pat. App. & Inter. 1988).

35 U.S.C. 301(a)(2) permits a submission under 35
U.S.C. 301 to contain written “statements of the
patent owner filed in a proceeding before a federal
court or the Office in which the patent owner took
a position on the scope of any claim of a particular
patent.” This provision of the statute has been
implemented via 37 CFR 1.501(a)(2). If any
statement of the patent owner submitted pursuant to
37 CFR 1.501(a)(2) is relied upon in the request,
requester must explain how that statement is being
used to determine the proper meaning of a patent
claim in connection with prior art applied to that
claim. 37 CFR 1.510(b)(2) requiresthat the“ detailed
explanation” of applying prior art provided in the
request for ex parte reexamination must explain
how each patent owner claim scope statement is
being used to determine the proper meaning of each
patent claim in connection with the prior art applied
to that claim. The explanation will be considered by
the Office during the examination stage, if
reexamination is ordered, to determine the proper
meaning of a patent claim in connection with prior
art applied to that claim.

Further, admissions by the patent owner in the record
as to matters affecting patentability may be utilized
during areexamination proceeding under 35 U.S.C.
302 in combination with a patent or printed
publication with respect to the determination of
anticipation and obviousness, see 37 CFR

1.104(c)(3).

37 CFR 1.104(c)(3) providesthat admissions by the
patent owners as to matters affecting patentability
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may be utilized in areexamination proceeding. The
Supreme Court when discussing 35 U.S.C. 103 in
Grahamv. John Deere Co., 383 U.S. 6, 148 USPQ
459 (1966) stated, inter alia, “the scope and content
of the prior art are to be determined.” Accordingly,
a proper evaluation of the scope and content of the
prior art in determining obviousness would require
autilization of any “admission” by the patent owner
which can be used to interpret or modify a patent or
printed publication applied in a reexamination
proceeding. This is true whether such admission
results from a patent or printed publication or from
some other source. An admission asto what isin the
prior art is simply that, an admission, and requires
no independent proof. It is an acknowledged,
declared, conceded, or recognized fact or truth, Ex
parte McGaughey, 6 USPQ2d 1334, 1337 (Bd. Pat.
App. & Inter. 1988). While the scope and content
of the admission may sometimes have to be
determined, this can be done from the record and
from the paper file or IFW file history in the same
manner as with patents and printed publications. To
ignore an admission by the patent owner, from any
source, and not use the admission as part of the prior
at in conjunction with patents and printed
publications in reexamination would make it
impossible for the examiner to properly determine
the scope and content of the prior art as required by
Graham, supra.

The Board upheld the use of an admission in a
reexamination proceeding under 35 U.S.C. 302 in
Ex parte Seiko Koko Kabushiki Kaisha, 225 USPQ
1260 (Bd. Pat. App. & Inter. 1984), Ex
parte Kimbell, 226 USPQ 688 (Bd. Pat. App. &
Inter. 1985) andin Ex parte McGaughey, 6 USPQ2d
1334 (Bd. Pat. App. & Inter. 1988). In Seiko, the
Board relied on In re Nomiya, 509 F.2d 566, 184
USPQ 607 (CCPA 1975) holding an admission of
prior art in the specification of the parent undergoing
reexamination is considered prior art which may be
considered as evidence of obviousness under 35
U.S.C. 103. In Kimbell, the Board referred to the
patent specification and noted the admission by
appellant that an explosion-proof housing was well
known at the time of the invention. In Ex
parte McGaughey, 6 USPQ2d 1334, 1337 (Bd. Pat.
App. & Int. 1988), the Board held that any
unequivocal admission relating to prior art is afact
which is part of the scope and content of the prior
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art and that prior art admissions established in the
record are to be considered in reexamination. An
admission from any source can be used with respect
to interpreting or modifying a prior art patent or
printed publication, in a reexamination proceeding.
The Board expressly overruled the prior Board
decision in Ex parte Horton, 226 USPQ 697 (Bd.
Pat. App. & Inter. 1985) which held that admissions
which are used as a basis for a rejection in
reexamination must relate to patents and printed
publications.

The admission can reside in the patent file (made of
record during the prosecution of the patent
application) or may be presented during the
pendency of the reexamination proceeding or in
litigation. Admissions by the patent owner asto any
matter affecting patentability may be utilized to
determine the scope and content of the prior art in
conjunction with patents and printed publicationsin
aprior art rejection, whether such admissions result
from patents or printed publications or from some
other source. An admission relating to any prior art
(e.g., on sale, public use) established in the record
or in court may be used by the examiner in
combination with patents or printed publicationsin
a reexamination proceeding under 35 U.S.C. 302.
Any admission submitted by the patent owner is
proper. A third party, however, may not submit
admissions of the patent owner made outside the
record of the file or the court record. Such a
submission would be outside the scope of
reexamination.

Reexaminations ordered under 35 U.S.C. 257 may
involve an admission by the patent owner, and the
admission need not be combined with patents or
printed publications.

G. Claim Interpretation and Treatment

Original patent claimswill be examined only onthe
basis of prior art patents or printed publications
applied under the appropriate partsof 35 U.S.C. 102
and 103 in reexaminations ordered under 35 U.S.C.
304. See MPEP 8§ 2217. Where there is related
litigation and a federal court has made a judicial
interpretation of adisputed claim term, the examiner
in treating the disputed claim term should set forth
hisor her reasoning by, for example, acknowledging
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thejudicia interpretation and assessing whether the
judicial interpretation is consistent with the broadest
reasonable construction of the term. Moreover, if
adopting a different claim construction than the
judicial interpretation, the examiner should supply
reasoning to support the different interpretation.

35 U.S.C. 301(a)(2) permits a submission under 35
U.S.C. 301 to contain written “statements of the
patent owner filed in a proceeding before a federal
court or the Office in which the patent owner took
a position on the scope of any claim of a particular
patent.” This provision of the statute has been
implemented via 37 CFR 1.501(a)(2). Pursuant to
37 CER 1.552, any written statement of the patent
owner and any accompanying information submitted
pursuant to 37 CFR 1.501(a)(2) which is of record
in the patent being reexamined (which includes any
reexamination files for the patent) should be
considered (after a reexamination proceeding has
been ordered, but not at the order stage) to determine
the proper meaning of a patent claim when applying
patents or printed publications.

During reexamination ordered under 35 U.S.C. 304,
and aso during reexamination ordered under 35
U.S.C. 257, claimsare given the broadest reasonable
interpretation consistent with the specification and
limitations in the specification are not read into the
claims (In reYamamoto, 740 F.2d 1569, 222 USPQ
934 (Fed. Cir. 1984)). In areexamination proceeding
involving claims of an expired patent, clam
construction pursuant to the principle set forth by
the court in Phillipsv. AWH Corp., 415 F.3d 1303,
1316, 75 USPQ2d 1321, 1329 (Fed. Cir. 2005)
(words of aclaim “are generally given their ordinary
and customary meaning” as understood by a person
of ordinary skill in the art in question at the time of
the invention) should be applied since the expired
claim are not subject to amendment. See Ex parte
Papst-Motoren, 1 USPQ2d 1655 (Bd. Pat. App. &
Inter. 1986). The statutory presumption of validity,
35 U.S.C. 282, has no application in reexamination
(Inre Etter, 756 F.2d 852, 225 USPQ 1 (Fed. Cir.
1985)).

[I. COMPLIANCE WITH 35U.S.C. 112
In reexaminations ordered under 35 U.S.C. 304,

where new claims are presented or where any part
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of the disclosure is amended, the claims of the
reexamination proceeding, are to be examined for
compliancewith 35 U.S.C. 112.Consideration of 35
U.S.C. 112 issues should, however, be limited to the
amendatory (e.g., new language) matter. For
example, aclaim which is amended or anew claim
which is presented containing alimitation not found
inthe original patent claim should be considered for
compliance under 35 U.S.C. 112 only with respect
to that limitation. To go further would be inconsistent
with the statute to the extent that 35 U.S.C. 112
issues would be raised as to matter in the original
patent claim. Thus, aterm in a patent claim which
the examiner might deem to be too broad cannot be
considered as too broad in anew or amended claim
unlessthe amendatory matter in the new or amended
claim creates the issue. If alimitation that appears
in an existing patent claim also appearsin a claim
newly presented in areexamination proceeding, that
limitation cannot be examined asto 35 U.S.C. 112.
If adependent claim is rewritten as an independent
clam in a reexamination proceeding, that
independent claim cannot be examined as to 35
U.S.C. 112, unless the nature of the rewriting raises
anew question (e.g., by newly providing a lack of
claim antecedent for aterm in the claim). However,
a specific determination regarding whether the
claimed invention (including original patent claims)
is entitled to a particular priority or benefit date is
permitted. See In re NTP, Inc., 654 F.3d 1268, 99
USPQ2d 1500 (Fed. Cir. 2011)(holding that the
USPTO is not prohibited from performing a 35
U.S.C. 112 written description priority analysis
during reexamination).

In contrast, reexaminations ordered under 35 U.S.C.
257 may involve any issues under 35 U.S.C. 112.
Such issues are not limited to matter that has been
added or deleted during reexamination. | ssues under
35 U.S.C. 112 may also include the original subject
matter of the patent under reexamination, including
the original specification, claims, and drawings.

A. 35U.S.C. 112 Issues To Be Consideredin
Reexaminations Ordered under 35 U.S.C. 304

Compliance of new or amended claims with the
enablement and/or description requirements of the
first paragraph of 35 U.S.C. 112 should be
considered asto the amendatory and new text in the
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reexamination proceeding. Likewise, the examiner
should determine whether the new or amended
claims comply with the second paragraph of 35
U.S.C. 112. MPEP § 2163 - § 2173.05(v) provide
extensive guidance as to these matters.

B. New Matter

35 U.S.C. 305 provides for examination under
35 U.S.C. 132, which prohibits the introduction of
new matter into the disclosure. Thus, the question
of new matter should be considered in a
reexamination proceeding. See MPEP § 2163.06 as
to the relationship of the written description
reguirement of the first paragraph of 35 U.S.C. 112
and the new matter prohibition under 35 U.S.C. 132.
Where the new matter is added to the claims or
affects clam limitations, the claims should be
rejected under 35 U.S.C. 112, first paragraph, for
failing to meet the written description requirement.

C. Amendment of the Specification

Where the specification is amended in a
reexamination proceeding, the examiner should make
certain that the requirements of 35 U.S.C. 112 are
met. An amendment to the specification can redefine
the scope of thetermsin aclaim such that the claim
is no longer clear or is not supported by the
gpecification. Thus, an amendment to the
specification can result in the failure of the claims
to comply with35U.S.C. 112, even wherethe claims
are not amended in any respect.

1. CLAIMSIN PROCEEDING MUST NOT
ENLARGE SCOPE OF THE CLAIMSOF THE
PATENT

Where new or amended claims are presented or
where any part of the disclosure is amended, the
claims of the reexamination proceeding should be
examined under 35 U.S.C. 305, to determinewhether
they enlarge the scope of the origina claims.
35 U.S.C. 305 states that “no proposed amended or
new claim enlarging the scope of the claims of the
patent will be permitted in a reexamination
proceeding....”
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A. Criteriafor Enlargement of the Scope of the Claims

A claim presented in a reexamination proceeding
“enlargesthe scope” of the claims of the patent being
reexamined where the claim is broader than each
and every claim of the patent. See MPEP § 1412.03
for guidance as to when the presented claim is
considered to be a broadening claim as compared
with the claims of the patent, i.e., what isbroadening
and what is not. If a claim is considered to be a
broadening claim for purposes of reissue, it is
likewise considered to be a broadening claim in
reexamination.

B. Amendment of the Specification

Where the specification is amended in a
reexamination proceeding, the examiner should make
certain that the amendment to the specification does
not enlarge the scope of the claims of the patent. An
amendment to the specification can enlarge the scope
of the claims by redefining the scope of thetermsin
aclaim, even where the claims are not amended in
any respect.

C. Rgection of ClaimsWhere There |'s Enlargement

Any claim in a reexamination proceeding which
enlarges the scope of the claims of the patent should
be rejected under 35 U.S.C. 305. Form paragraph
22.11 isto be employed in making the rejection.

1 22.11 Rgjection, 35 U.S.C. 305, Claim Enlarges Scope of
Patent - Ex Parte Reexamination

Claim [1] rejected under 35 U.S.C. 305 as enlarging the scope
of the claim(s) of the patent being reexamined. In 35 U.S.C.
305, it is stated that “[n]o proposed amended or new claim
enlarging the scope of aclaim of the patent will be permittedin
a reexamination proceeding...” A claim presented in a
reexamination “enlargesthe scope” of the patent claim(s) where
the claim is broader than any claim of the patent. A claim is
broader in scope than the original claims if it contains within
its scope any conceivable product or process which would not
have infringed the original patent. A claim is broadened if itis
broader in any one respect, even though it may be narrower in
other respects.

(2
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Examiner Note:

The claim limitationswhich are considered to broaden the scope
should be identified and explained in bracket 2. See MPEP §
2258.

IV. OTHER MATTERS

A. Patent Under Reexamination Subject of a Prior
Office or Court Decision

Where some of the patent claims in a patent being
reexamined have been the subject of a prior Office
or court decision, see MPEP § 2242. Where other
proceedingsinvolving the patent are copending with
the reexamination proceeding, see MPEP § 2282 -
§ 2286.

Patent claims not subject to reexamination because
of their prior adjudication by a court should be
identified. See MPEP § 2242. For handling aclaim
under reexamination which is dependent on aclaim
not subject to reexamination, see MPEP § 2260.01.
All added claims will be examined.

For reexaminations ordered under 35 U.S.C. 304,
wheregroundsare set forth in aprior Office decision
or federal court decision, which are not based on
patents or printed publications and which clearly
raise questions as to the validity of the claims, the
examiner's Office action should clearly state that
the clams have not been examined as to those
grounds not based on patents or printed publications
that were stated in the prior decision. See 37 CFR
1.552(c). See InreKnight, 217 USPQ 294 (Comm’r
Pat. 1982).

B. “Live” Claims That Are Reexamined During
Reexamination

The Office’'s determination in both the order for
reexamination and the examination stage of the
reexamination will generally be limited solely to a
review of the“live” claims (i.e., existing claims not
held invalid by afinal decision, after all appeals) for
which reexamination has been requested. If the
requester was interested in having al of the claims
reexamined, requester had the opportunity to include
them in its request for reexamination. However, if
the requester chose not to do so, those claim(s) for
which reexamination was not requested under 35
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U.S.C. 302 will generally not be reexamined by the
Office. It isfurther noted that 35 U.S.C. 302 requires
that “[t]he request must set forth the pertinency and
manner of applying cited prior art to every claim for
which reexaminationisrequested.” If requester fails
to apply the art to certain claims, requester is not
statutorily entitled to reexamination of such claims.
If a request fails to set forth the pertinency and
manner of applying the cited art to any claim for
which reexamination is requested as required by 37
CFR _1.510(b), that claim will generally not be
reexamined.

The decision to reexamine any claim for which
reexamination has not been requested under 35
U.S.C. 302 lies within the sole discretion of the
Office, to be exercised based on the individual facts
and situation of each individual case. If the Office
chooses to reexamine any clam for which
reexamination has not been requested under 35
U.S.C. 302, it is permitted to do so. In addition, the
Office may always initiate a reexamination on its
owninitiative of the non-requested claim (35 U.S.C.

303(a)).

Similarly, if prior art patents or printed publications
are discovered during reexamination which raise a
substantial new question of patentability as to one
or more patent claims for which reexamination has
not been ordered under 35 U.S.C. 304 (while
reexamination has been ordered under 35 U.S.C.
304 for other claimsin the patent), then such claims
may be added, within the sole discretion of the
Office, during the examination phase of the
proceeding.

C. Restriction Not Proper in Reexamination

Restriction requirements cannot be made in a
reexamination proceeding since no statutory basis
existsfor restriction in areexamination proceeding.
Note also that the addition of claimsto a“separate
and digtinct” invention to the patent would be
considered as being an enlargement of the scope of
the patent clams. See Ex parte Wkdahl,
10 USPQ2d 1546 (Bd. Pat. App. & Inter. 1989). See
MPEP § 1412.03.
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D. Ancillary Matters

There are matters ancillary to reexamination which
are necessary and incident to patentability which
will be considered. Amendments may be made to
the specification to correct, for example, an
inadvertent failure to claim foreign priority or the
continuing status of the patent relative to a parent
application if such correction is necessary to
overcome areference applied against a claim of the
patent.

E. Claiming Foreign Priority and Domestic Benefitin
Reexamination

See MPEP § 2258.02 for guidance on claiming
foreign priority or domestic benefit in a
reexamination proceeding.

F. Correction of Inventorship

Correction of inventorship may a so be made during
reexamination. See 37 CFR 1.324 and MPEP § 1481
for petition for correction of inventorship in a patent.
If apetition filed under 37 CFR 1.324 is granted, a
Certificate of Correction indicating the change of
inventorship will not be issued, because the
reexamination certificate that will ultimately issue
will contain the appropriate change-of -inventorship
information (i.e., the Certificate of Correctionisin
effect merged with the reexamination certificate).

G. Affidavitsin Reexamination

Affidavits under 37 CFR 1.131(a) and 1.132 may
be utilized in a reexamination proceeding. Note,
however, that an affidavit under 37 CFR 1.131(a)
may not be used to “ swear behind” areference patent
if the reference patent is claiming the “same
invention” as the patent undergoing reexamination.
In such a situation, the patent owner may, if
appropriate, seek to raise this issue via an affidavit
under 37 CFR 1.131(c) (see MPEP § 718) or in an
interference or derivation proceeding via an
appropriate reissue application if such a reissue
application may be filed (see MPEP § 1449.02).
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H. Issues Not Considered in Reexamination Ordered
under 35 U.S.C. 304

If questions other than those indicated above (for
example, questions of patentability based on public
use or on sale, conduct issues, abandonment under
pre-AlA 35 U.S.C. 102(c) for a patent that was
examined under the first-to-invent prior art regime,
etc.) are raised by the third party requester or the
patent owner during a reexamination proceeding,
the existence of such questions will be noted by the
examiner in an Office action. Such questions could
arise in a reexamination requester’s 37 CFR 1.510
request or ina 37 CFR 1.535 reply by the requester.
Note form paragraph 22.03.

1 22.03 I ssue Not Within Scope of Ex Parte Reexamination

Anissue hasbeen raised in the present reexamination proceeding
that isnot within the scope of an ex parte reexamination ordered
under 35 U.S.C. 304. [1]. Thisissue will not be considered in
the present proceeding. 37 CFR 1.552(c).

Examiner Note:
1. Inbracket 1, identify the issues.

2. Thisparagraph may be used either when the patent owner
or third party requester raises issues such as public use or on
sale, conduct, or abandonment of the invention. Such issues
should not be raised independently by the patent examiner.

If questions of patentability based on public use or
on sae, conduct issues, abandonment under
pre-AIA35 U.S.C. 102(c) for reexamination
proceedings under 35 U.S.C. 302 examined under
the first-to-invent prior art regime, etc. are
independently discovered by the examiner during a
reexamination proceeding but were not raised by the
third party requester or the patent owner, the
existence of such questions will not be noted by the
examiner in an Office action, because 37 CFR
1.552(c) is only directed to such questions “raised
by the patent owner or the third party requester.”

I. Request for Reexamination under 35 U.S.C. 302
Filed on Patent After It Has Been Reissued

Where arequest for reexamination under 35 U.S.C.
302 is filed on a patent after it has been reissued,
reexamination will be denied because the patent on
which the request for reexamination is based has
been surrendered. Should reexamination of the
reissued patent be desired, a new request for
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reexamination including, and based on, the
specification and claims of the reissue patent must
be filed.

Any amendment submitted by the patent owner to
accompany the initial reexamination request under
35 U.S.C. 302, or filed after reexamination has been
ordered under 35 U.S.C. 304 (or, for that matter,
under 35 U.S.C. 257), should treat the changes made
by the granted reissue patent asthetext of the patent,
and all bracketing and underlining made with respect
to the patent as changed by thereissue.

Where the reissue patent issues after the filing of a
reguest for reexamination, see MPEP § 2285.

J. No Preissuance Submissions

Because a reexamination proceeding is a
post-issuance proceeding, apreissuance submission
under 35 U.S.C. 122(e) is not permitted to be filed
in areexamination proceeding; 35 U.S.C. 122(¢g) is
limited to preissuance submissions by third parties
in patent applications. A preissuance submission
filed in a reexamination proceeding is not to be
entered, and will be expunged if it is inadvertently
entered.

2258.01 Useof Previoudly Cited/Considered
Art in Rgections[R-07.2015]

In the examining stage of a reexamination
proceeding, the examiner will consider whether the
claims are subject to rejection based on art. Before
making such aregjection, the examiner should check
the patent’s file history to ascertain whether the art
that will provide the basis for the regjection was
previoudly cited/considered in an earlier concluded
Office examination of the patent (e.g., in the
examination of the application for the patent). For
the sake of expediency, such artisreferredto as“old
art” throughout, since the term “old art” was coined
by the Federal Circuit in its decision of In re
Hiniker, 150 F.3d 1362, 1365-66, 47 USPQ2d 1523,
1526 (Fed. Cir. 1998).

It the rgjection to be made by the examiner will be
based on a combination of “old art” and art newly
cited during the reexamination proceeding, the
rejection is proper, and should be made. See Inre
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Hiniker, 150 F.3d at 1367, 47 USPQ2d at 1527.
(Court held the reexamination proceeding was
supported by a substantial new question of
patentability where the rejection before the court
was based on a combination of art that had been
before the examiner during the original prosecution,
and art newly cited during the reexamination
proceeding.)

If the“old art” providesthe solebasisfor arejection,
the following applies:

(A) Reexamination was ordered on or after
November 2, 2002:

For a reexamination that was ordered on or after
November 2, 2002 (the date of enactment of Public
Law 107-273; see Section 13105, of the Patent and
Trademark Office Authorization Act of 2002),
reliance solely on old art (asthe basisfor arejection)
does not necessarily preclude the existence of a
substantial new question of patentability (SNQ) that
is based exclusively on that old art. Determinations
on whether a SNQ exists in such an instance shall
be based upon a fact-specific inquiry done on a
case-by-case basis. For example, a SNQ may be
based solely on old art where the old art is being
presented/viewed in a new light, or in a different
way, as compared with its use in the earlier
concluded examination(s), in view of amateria new
argument or interpretation presented in the request.

When an Office action isbeing considered, and it is
newly determined that a SNQ based solely on old
artisraised by arequest in areexamination that was
ordered on or after November 2, 2002, form
paragraph 22.01.01 should beincluded in the Office
action. Form paragraph 22.01.01 should beincluded
in any Office action in which a SNQ based solely
ontheold artisfirst set forth (i.e., it was not set forth
inthe order granting reexamination or aprior Office
action in the proceeding).

1 22.01.01 Criteriafor Applying Old Art as Sole Basis for
Reexamination

The above [1] is based solely on patents and/or printed
publications already cited/considered in an earlier concluded
examination or review of the patent being reexamined, or has
been raised to or by the Office in a pending reexamination or
supplemental examination of the patent. On November 2, 2002,
Public Law 107-273 was enacted. Title |11, Subtitle A, Section
13105, part (8) of the Act revised the reexamination statute by

2200-104



CITATION OF PRIOR ART AND EX PARTE REEXAMINATION OF PATENTS

adding the following new last sentenceto 35 U.S.C. 303(a) and
312(a):

"The existence of a substantiad new question of
patentability is not precluded by the fact that a patent or
printed publication was previously cited by or to the
Office or considered by the Office."

For any reexamination ordered on or after November 2, 2002,
the effective date of the statutory revision, reliance on previoudly
cited/considered art, i.e., “old art,” does not necessarily preclude
the existence of a substantial new question of patentability
(SNQ) that is based exclusively on that old art. Rather,
determinations on whether a SNQ exists in such an instance
shall be based upon a fact-specific inquiry done on a
case-by-case basis.

In the present instance, there exists a SNQ based solely on [2].
A discussion of the specifics now follows:

(3]

Examiner Note:

1. Inbracket 1, insert “ substantial new question of
patentability” if the present form paragraph is used in an order
granting reexamination (or aTC or CRU Director’s decision on
petition of the denial of reexamination). If this form paragraph
isused in an Office action, insert “ground of rejection.”

2. Inbracket 2, insert the old art that is being applied asthe
sole basis of the SNQ. For example, “the patent to J. Doe” or
“the patent to J. Doe when taken with the Jones publication” or
“the combination of the patent to J. Doe and the Smith
publication” could be inserted. Where more than one SNQ is
presented based solely on old art, the examiner would insert all
such bases for SNQ.

3. Inbracket 3, for each basisidentified in bracket 2, explain
how and why that fact situation appliesin the proceeding being
acted on. The explanation could be for example that the old art
is being presented/viewed in anew light, or in a different way,
as compared with its use in the earlier examination(s), in view
of amaterial new argument or interpretation presented in the
reguest. See Ex parte Chicago Rawhide Mfg. Co., 223 USPQ
351 (Bd. Pat. App. & Inter. 1984).

4. Thisform paragraphisonly used thefirst timethe“aready
cited/considered” art isapplied, and isnot repeated for the same
art in subsequent Office actions.

(B) Reexamination was ordered prior to
November 2, 2002:

For a reexamination that was ordered prior to
November 2, 2002, old art cannot (subject to the
exceptions set forth below) be used asthe sole basis
for arejection.
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In determining the presence or absence of “a
substantial new question of patentability” on which
to base a rejection, the use of “old art” in a
reexamination that was ordered prior to November
2, 2002, is controlled by In re Portola Packaging
Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir.
1997). (Note that Portola Packaging was decided
based on the reexamination statute asit existed prior
to the amendment by Public Law 107-273, Section
13105 of the Patent and Trademark Office
Authorization Act of 2002). The amendment by
Public Law 107-273, Section 13105, overruled the
Portola Packaging decision for any reexamination
that was ordered on or after November 2, 2002. See
InreBass, 314 F.3d 575, 576-77, 65 USPQ2d 1156,
1157 (Fed. Cir. 2002) where the court stated in the
sole footnote:

Thefollowing guidelines are provided for reviewing
ongoing reexaminations ordered prior to November
2, 2002, for compliance with the Portola Packaging
decision.

On November 2, 2002, 35 U.S.C. 303(a) was
amended by the passage of Pub. L. No. 107-273,
13105, (116 Stat.) 1758, 1900, to add “[t]he
existence of a substantial new question of
patentability isnot precluded by the fact that a patent
or printed publication was previously cited by or to
the Office or considered by the Office” thereby
overruling Portola Packaging. The following
guidelines are provided for reviewing ongoing
reexaminations ordered prior to November 2, 2002,
for compliance with the Portola Packaging decision.

(1) Genera principlesgoverning compliance
with Portola Packaging for ongoing reexaminations
ordered prior to November 2, 2002.

If prior art was previously relied upon to reject a
claimin aconcluded prior related Office proceeding,
the Officewill not conduct reexamination based only
on such prior art. “ Prior related Office proceedings”
include the application which matured into the patent
that isbeing reexamined, any reissue application for
the patent, and any reexamination proceeding for
the patent.

If prior art was not relied upon to reject aclaim, but
was cited in the record of a concluded prior related
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Office proceeding, and its relevance to the
patentability of any claim was actually discussed on
therecord, the Office will not conduct reexamination
based only on such prior art. The relevance of the
prior art to patentability may have been discussed
by the applicant, patentee, examiner, or any third
party. However, 37 CFR 1.2 requires that all Office
business be transacted in writing. Thus, the Office
cannot presume that a prior art reference was
previoudly relied upon or discussed in aprior Office
proceeding if there is no basisin the written record
to so conclude other than the examiner’sinitials or
acheck mark on aform PTO/SB/08A or 08B, or
PTO/SB/42 (or on aform having aformat equival ent
to one of these forms) submitted with an information
disclosure statement. Thus, any specific discussion
of prior art must appear on the record of a prior
related Office proceeding. Generalized statements
such asthe prior art is“cited to show the state of the
art,” “cited to show the background of the
invention,” or “cited of interest” would not preclude
reexamination.

The Office may conduct reexamination based on
prior art that was cited but whose relevance to
patentability of the claims was not discussed in any
prior related Office proceeding.

(2) Procedures for determining whether the
prosecution of an ongoing reexamination must be
terminated in compliance with Portola Packaging.

Office personnel must adhere to the following
procedures when determining whether the
prosecution of an ongoing reexamination should be
terminated in compliance with the Federal Circuit’s
decisionin Portola Packaging.

() Ascertain that the order granting
reexamination was mailed prior to November 2,
2002. If the order granting reexamination was not
mailed prior to November 2, 2002, see above
“Reexamination was ordered on or after November
2,2002" for guidance.

(b) Prior to making any rejection in the
ongoing reexamination, determine for any prior
related Office proceeding what prior art was (i) relied
upon to reject any claim, or (ii) cited and discussed.

(c) Baseany and al rejections of the
patent claims under reexamination at least in part on
prior art that was, in any prior related Office
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proceeding, neither (i) relied upon to reject any
claim, nor (ii) cited and itsrelevance to patentability
of any claim discussed.

(d) Withdraw any rejections based only
on prior art that was, in any prior related Office
proceeding, previoudly either (i) relied upon to reject
any claim, or (ii) cited and its relevance to
patentability of any claim discussed.

(e) Terminate the prosecution of any
reexamination in which the only remaining rejections
are entirely based on prior art that was, in any prior
related Office proceeding, previoudly (i) relied upon
toregject any claim, and/or (ii) cited and itsrelevance
to patentability of a claim discussed.

The Director of the USPTO may conduct a search
for new art to determine whether a substantial new
question of patentability exists prior to terminating
the prosecution of any ongoing reexamination
proceeding. See 35 U.S.C. 303. Seeaso 35 U.S.C.
305 (indicating that “ reexamination will be
conducted according to the procedures established
for initial examination,” thereby suggesting that the
Director of the USPTO may conduct a search during
an ongoing reexamination proceeding).

(3) Application of Portola Packaging to
unusual fact patterns.

The Office recognizesthat each case must be decided
on its particular facts and that cases with unusual
fact patterns will occur. In such a case, the
reexamination should be brought to the attention of
the Central Reexamination Unit (CRU) or
Technology Center (TC) Director who will then
determine the appropriate action to be taken.

Unusual fact patterns may appear in cases in which
prior art was relied upon to reject any claim or cited
and discussed with respect to the patentability of a
claiminaprior related Office proceeding, but other
evidence clearly shows that the examiner did not
appreciate the issues raised in the reexamination
request or the ongoing reexamination with respect
to that art. Such other evidence may appear in the
reexamination request, in the nature of the prior art,
in the prosecution history of the prior examination,
or in an admission by the patent owner, applicant,
or inventor. See 37 CFR 1.104(c)(3).
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The following examples are intended to be
illustrative and not inclusive.

For example, if a textbook was cited during
prosecution of the application which matured into
the patent, the record of that examination may show
that only select information from the textbook was
discussed with respect to the patentability of the
clams. The file history of the prior Office
proceeding should indicate which portion of the
textbook was previously considered. See 37 CFR
1.98(a)(2)(ii) (an information disclosure statement
must include a copy of each “publication or that
portion which caused it to belisted”). If asubsequent
reexamination request relied upon other information
in the textbook that actually teacheswhat isrequired
by the claims, it may be appropriate to rely on this
other information in the textbook to order and/or
conduct reexamination. However, a reexamination
reguest that merely provides anew interpretation of
areference already previoudy relied upon or actually
discussed by the Office does not create a substantial
new guestion of patentability.

Another example involves the situation where
an examiner discussed areference in aprior Office
proceeding, but did not either regject a claim based
upon the reference or maintain the rejection based
on the mistaken belief that the reference did not
qualify as prior art. For example, the examiner may
not have believed that the reference qualified as prior
art because: (i) the reference was undated or was
believed to have a bad date; (ii) the applicant
submitted a declaration believed to be sufficient to
antedate the reference under 37 CFR 1.131(a); or
(iii) the examiner attributed an incorrect filing date
to the claimed invention. If the reexamination request
were to explain how and why the reference actually
does qualify as prior art, it may be appropriate to
rely on the reference to order and/or conduct
reexamination. For example, the request could: (i)
verify the date of the reference; (ii) undermine the
sufficiency of the declaration filed under 37 CFR
1.131(a) (by a showing of an inaccuracy/mistake of
fact in the declaration); or (iii) explain the correct
filing date accorded aclaim where the issue was not
previously addressed in an earlier examination of
the patent. Seee.g., Heinl v. Godici, 143 F. Supp.2d
593 (E.D.Va. 2001) (reexamination on the basis of
art previously presented without adequate proof of
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date may proceed if prior art status is now
established).

Another example involves foreign language prior
art references. If a foreign language prior art
reference was cited and discussed in any prior Office
proceeding but the foreign language prior art
reference was never completely and accurately
trandated into English during the original
prosecution, Portola Packaging may not prohibit
reexamination over a complete and accurate
trandation of that foreign language prior art
reference. Specificaly, if a reexamination request
were to explain why a more complete and accurate
trandlation of that same foreign language prior art
reference actually teaches what is required by the
patent claims, it may be appropriate to rely on the
foreign language prior art reference to order and/or
conduct reexamination.

Another example of an unusual fact patterninvolves
cumulative references. To the extent that a
cumulative reference is repetitive of a prior art
reference that was previously applied or discussed,
Portola Packaging may prohibit reexamination of
the patent claims based only on the repetitive
reference. For purposes of reexamination, a
cumulative reference that is repetitive is one that
substantially reiterates verbatim the teachings of a
reference that was either previously relied upon or
discussed in a prior Office proceeding even though
the title or the citation of the reference may be
different. However, it is expected that a repetitive
reference which cannot be considered by the Office
during reexamination will bearare occurrence since
most references teach additional information or
present information in a different way than other
references, even though the references might address
the same general subject matter.

(4) Notices regarding compliance with
Portola Packaging.

(@) If the prosecution of an ongoing
reexamination is terminated under (2)(e) above in
order to comply with the Federal Circuit’s decision
in Portola Packaging, the Notice of Intent to Issue

Ex Parte Reexamination Certificate should state:

“The  prosecution  of  this
reexamination is terminated based on In re
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Portola Packaging, Inc., 110 F.3d 786, 42
UsSPQ2d 1295 (Fed. Cir. 1997). No
patentability determination has been made in
this reexamination proceeding.”

(b) If argjectioninthereexamination has
previously been issued and that rejection is
withdrawn under (2)(d) above in order to comply
with the Federal Circuit’'sdecisionin Portola
Packaging, the Office action withdrawing such
rejection should state:

“The rejection(s) based upon

isare withdrawn in view of In re

Portola Packaging, Inc., 110 F.3d 786, 42

UsSPQ2d 1295 (Fed. Cir. 1997). No

patentability determination of the claims of the

patent in view of such prior art has been made
in this reexamination proceeding.”

2258.02 Claiming Foreign Priority and
Domestic Benefit in Reexamination
[R-07.2015]

The patent owner may correct the failure to
adequately claim foreign priority or domestic benefit
in a patent to be reexamined during reexamination
in accordance with the guidelines set forth in this
section. However, a renewal of previously made
claims for foreign priority under 35 U.S.C. 119 or
domestic benefit under 35 U.S.C. 119(e) or 120, is
not necessary during reexamination. Note that a
design application cannot claim the benefit of a
provisional application. See MPEP_§ 211.02,
subsection 111; see also MPEP § 1504.20 for benefit
information specific to design applications.

I. FOREIGN PRIORITY

A. Claim Made Before Patent Granted; Certified Copy
Needed to Perfect Priority

The patent owner may obtain the right of foreign
priority under 35 U.S.C. 119(a)-(d) where a claim
for priority had been made before the patent was
granted, and it is only necessary for submission of
the certified copy in the reexamination proceeding
to perfect priority.
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However, where a petition to accept a delayed
certified copy under 37 CFR 1.53(f)(3) is required
(such as, for example, when the application which
matured in the patent to be reexamined wasfiled on
or after March 16, 2013), a grantable petition, the
appropriate fee, and any required attachments must
be filed in the file of the application that matured
into the patent to be reexamined. See MPEP § 215.02
for further guidance. In addition, a letter must be
filed as a separate paper in the reexamination
proceeding, notifying the Office that a petition to
accept a delayed certified copy under 37 CFR
1.53(f)(3), the appropriate fee, and any required
attachmentswas or isbeing concurrently filed in the
file of the patent to be reexamined. When adecision
on the petition to accept a delayed certified copy
under 37 CFR 1.53(f)(3) is rendered in the file of
the application that matured into the patent to be
reexamined, a copy of the decision will also be
placed in thefile of the reexamination proceeding.

B. Submitting for the First Time Both the Claim for
Foreign Priority and the Certified Copy

The patent owner may obtain the right of foreign
priority under 35 U.S.C. 119(a)-(d) where it is
necessary to submit for the first time both the claim
for priority and the certified copy. However, where
it is necessary to submit for the first time both the
claim for priority and the certified copy, and the
patent to be reexamined matured from a utility or
plant application filed on or after November 29,
2000, a grantable petition for an unintentionally
delayed priority claim under 37 CFR 1.55(e) must
befiled. The petition, and any required attachments,
must be filed in the file of the application which
matured into the patent to be reexamined, and aletter
must be filed in the reexamination proceeding as a
separate paper notifying the Office that the petition
and accompanying attachments was or is
concurrently being filed in the application
(identifying the application number) which matured
into the patent to be reexamined, according to the
following guidance:

1. Application Which Became Patent to be
Reexamined Filed On or After September 16, 2012

If the patent to be reexamined matured from an
application filed on or after September 16, 2012, the
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patent owner must filein the File of the Application
Which Matured into the Patent to be Reexamined:

(a) A grantable petition for an unintentionally
delayed priority claim under 37 CFR 1.55(e);

(b) An application data sheet (37 CFR
1.76(b)(6)), identifying the foreign application to
which priority is claimed, by specifying the
application number, country (or intellectual property
authority), day, month, and year of itsfiling, unless
previously submitted;

(c) A certified copy of the foreign application,
unless previously submitted, or an exception in 37
CFR 1.55(h), (i) or (j) applies;

(d) The petition fee as set forthin 37 CFR
1.17(m); and

(e) A statement that the entire delay between the
date the priority claim was due under 37 CFR 1.55
and the date the priority claim was filed was
unintentional. The Director may require additional
information where there is a question whether the
delay was unintentional.

(f) Inthe Reexamination Proceeding:

A letter, as a separate paper, notifying the Office
that items (a)-(e), as applicable, wasor is
concurrently being filed in thefile of the application
which matured into the patent to be reexamined.

When adecision on the petition for an
unintentionally delayed priority claim under 37 CFR
1.55(e) isrendered in thefile of the application
which matured into the patent to be reexamined, a
copy of the decision will aso be placed in thefile
of the reexamination proceeding. In addition, if the
petition is granted, a copy of the application data
sheet which was determined by the Officeinits
decision to meet the requirements of 37 CFR 1.55(e)
(and all other applicable requirements), will also be
placed in the file of the reexamination proceeding.

2. Application Which Became Patent to be
Reexamined Filed Before September 16, 2012

If the patent to be reexamined matured from an
application filed before September 16, 2012, the
patent owner must filein the File of the Application
Which Matured into the Patent to be Reexamined:
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(a) A grantable petition for an unintentionally
delayed priority claim under 37 CFR 1.55(e);

(b) Unless previously submitted, either (i) an
application data sheet (37 CFR 1.76(b)(6)) or (ii) an
oath or declaration under 37 CFR 1.63; where the
application data sheet, oath or declaration, whichever
isfiled, identifies the foreign application to which
priority is claimed, by specifying the application
number, country (or intellectual property authority),
day, month, and year of itsfiling (see 37 CFR
1.55(n));

(c) A certified copy of the foreign application,
unless previously submitted, or an exception in 37
CFR 1.55(h), (i) or (j) applies;

(d) The petition fee as set forthin 37 CFR
1.17(m); and

(e) A statement that the entire delay between the
date the priority claim was due under 37 CFR 1.55
and the date the priority claim was filed was
unintentional. The Director may require additional
information where there is a question whether the
delay was unintentional .

(f) Inthe Reexamination Proceeding:

A letter, as a separate paper, notifying the Office
that items (a)-(e), as applicable, was or is
concurrently being filed in thefile of the application
which matured into the patent to be reexamined.

When a decision on the petition for an
unintentionally delayed priority claim under 37 CFR
1.55(€) is rendered in the file of the application
which matured into the patent to be reexamined, a
copy of the decision will also be placed in the file
of the reexamination proceeding. In addition, if the
petition is granted, a copy of the application data
sheet, oath, or declaration, which was determined
by the Officein itsdecision to meet the requirements
of 37 CFR 1.55(e) (and al other applicable
requirements), will also be placed in the file of the
reexamination proceeding.

For further guidance on the requirements for a
grantable petition for an intentionally delayed
priority claim under 37 CFR 1.55(¢), see MPEP §
214.02.
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C. RestoringRight of Foreign PriorityWheretheFiling
of the Subsequent Application Was Delayed

The patent owner may also restore the right of
foreign priority under 35 U.S.C. 119(a)-(d) where
thefiling of the subsequent application was delayed,
in accordance with 37 CFR 1.55(c). A grantable
petition to restore the right of foreign priority and
any required attachments, including an application
data sheet, must befiled in the application specified
in 37 CFR 1.55(c), not in the reexamination
proceeding. A letter must be filed in the
reexamination proceeding as a separate paper
notifying the Office that the petition and
accompanying attachments was or is concurrently
being filed in the application specified in 37 CFR
1.55(c) (identifying the application number).

When a decision on the petition to restore the right
of foreign priority under 37 CFR 1.55(c) isrendered
in the file of the application specified in 37 CFR
1.55(c), a copy of the decision will also be placed
in the file of the reexamination proceeding. In
addition, if the petition is granted, a copy of the
application data sheet which was determined by the
Officein its decision to meet the requirements of 37
CFR 1.55(c) (and all other applicable requirements),
will also be placed in the file of the reexamination
proceeding.

For further guidance on the requirements for a
grantable petition to restore the right of foreign
priority under 37 CFR 1.55(c), see MPEP § 213.03,

MANUAL OF PATENT EXAMINING PROCEDURE

application which matured into the patent to be
reexamined is a nonprovisiona application filed
before September 16, 2012 — see subsection 11.A.2.
below), must be filed in the file of the application
which matured into the patent to be reexamined, and
aletter must befiled in the reexamination proceeding
as a separate paper notifying the Office that the
petition and accompanying attachments was or is
concurrently being filed in the application
(identifying the application number) which matured
into the patent to be reexamined, according to the
following guidance:

1. Application Which Became Patent to be
Reexamined Filed On or After September 16, 2012

If the patent to be reexamined matured from an
application filed on or after September 16, 2012, the
patent owner must filein the File of the Application
Which Matured into the Patent to be Reexamined:

(a) A grantable petition for an unintentionally
delayed benefit claim under 37 CFR 1.78(e);

(b) An application data sheet including the
reference required by 35 U.S.C. 120 and 37 CFR
1.78(d)(2) to the prior-filed application (37 CFR
1.76(b)(5)), unless previously submitted;

(c) The petition fee as set forth in 37 CFR
1.17(m); and

(d) A statement that the entire delay between the
date the benefit claim was due under 37 CFR
1.78(d)(3) and the date the benefit claim was filed

subsection I11.
Il. DOMESTIC BENEFIT
A. Claiming Benefit under 35 U.S.C. 120

The patent owner may also correct the failure to
adequately claim (in the application for the patent
to be reexamined) benefit under 35 U.S.C. 120 of
an earlier filed copending U.S. patent application.
For a patent to be reexamined which matured from
a utility or plant application filed on or after
November 29, 2000, a grantable petition for an
unintentionally delayed benefit claim under 37 CFR
1.78(e) must befiled. The petition, and any required
attachments (with the exception of an amendment
to the first sentence(s) of the specification if the
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was unintentional. The Director may require
additional information where there is a question
whether the delay was unintentional.

(e) Inthe Reexamination Proceeding:

A letter, as a separate paper, notifying the Office
that items (a)-(d), as applicable, was or is
concurrently being filed in thefile of the application
which matured into the patent to be reexamined.

When a decision on the petition for an
unintentionally delayed benefit claim under 37 CFR
1.78(e) is rendered in the file of the application
which matured into the patent to be reexamined, a
copy of the decision will also be placed in the file
of the reexamination proceeding. In addition, if the
petition is granted, a copy of the application data
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sheet which was determined by the Office in its
decision to meet the requirements of 37 CFR 1.78(e)
(and all other applicable requirements), will also be
placed in the file of the reexamination proceeding.

2. Application Which Became Patent to be
Reexamined Filed Before September 16, 2012

If the patent to be reexamined matured from an
application filed before September 16, 2012, the
patent owner must filein the File of the Application
Which Matured into the Patent to be Reexamined:

(a) A grantable petition for an unintentionally
delayed benefit claim under 37 CFR 1.78(e);

(b) If the patent owner does not choose to file
an amendment as set forth in () below in the
reexamination proceeding, an application data sheet
including the reference required by 35 U.S.C. 120
and 37 CFR 1.78(d)(2) to the prior-filed application
(37 CFR 1.76(b)(5)), unless previously submitted;

(c) The petition fee as set forth in 37 CFR
1.17(m); and

(d) A statement that the entire delay between the
date the benefit claim was due under 37 CFR
1.78(d)(3) and the date the benefit claim was filed
was unintentional. The Director may require
additional information where there is a question
whether the delay was unintentional.

(e) Inthe Reexamination Proceeding:

If the patent owner does not choose to file an
application data sheet as set forth in (b) abovein the
application which matured into the patent to be
reexamined, an amendment inserting the reference
required by 35 U.S.C. 120 and 37 CFR 1.78(d)(2)
to the prior-filed application in the first sentence(s)
of the specification following thetitle as set forth in
37 CFR 1.78(h), unless previously submitted; and

(f) Inthe Reexamination Proceeding: A letter,
as a separate paper, notifying the Office that items
(a)-(d), as applicable, was or is concurrently being
filed in thefile of the application which matured into
the patent to be reexamined.

When a decison on the petition for an
unintentionally delayed benefit claim under 37 CFR
1.78(e) is rendered in the file of the application
which matured into the patent to be reexamined, a
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copy of the decision will also be placed in the file
of the reexamination proceeding. In addition, if the
petition is granted, a copy of any application data
sheet, where applicable, which was determined by
the Office in its decision to meet the requirements
of 37 CFR 1.78(e) (and al other applicable
requirements), will also be placed in the file of the
reexamination proceeding.

Note, if the application which matured into the patent
to be reexamined is a nonprovisional application
filed before September 16, 2012, the patent owner
must choose to either (i) file, in the application
which matured into the patent to be reexamined, an
application data sheet including the reference
required by 35 U.S.C. 120 and 37 CFR 1.78(d)(2)
to the prior-filed application (37 CFR 1.76(b)(5)),
unless previously submitted; or (ii) file, in the
reexamination proceeding, an amendment inserting
thereferencerequired by 35 U.S.C. 120 and 37 CFR
1.78(d)(2) to the prior-filed application in the first
sentence(s) of the specification following the title
as set forth in 37 CFR 1.78(h), unless previously
submitted. See (b) and (e) above.

For further guidance on the requirements for a
petition for an intentionally delayed benefit claim
under 37 CFR 1.78(€), see MPEP § 211.04.

B. Claiming Benefit under 35 U.S.C. 119(e)

The patent owner may correct, in a patent to be
reexamined which matured from a utility or plant
application, the failure to adequately claim benefit
under 35 U.S.C. 119(e) of an earlier filed provisional
application. A design application cannot claim the
benefit of a provisional application. See MPEP §
211.02; see also MPEP 8§ 1504.20 for benefit
information specific to design applications.

For a patent to be reexamined which matured from
autility or plant application filed before November
29, 2000, the patent owner can correct via
reexamination the failureto adequately claim benefit
under 35 U.S.C. 119(e) of an earlier filed provisional
application. However, for a patent to be reexamined
which matured from a utility or plant application
filed on or after November 29, 2000, the patent
owner must file a grantable petition for an
unintentionally delayed claim under 35 U.S.C.
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119(e), pursuant to 37 CFR 1.78(c). The petition,
and any required attachments (with the exception of

an amendment to the first sentence(s) of the
specification if the application which matured into
the patent to be reexamined is a nonprovisiona
utility or plant application filed before September
16, 2012 — see subsection 11.B.2. below), must be
filed in thefile of the application which matured into
the patent to be reexamined, and a letter must be
filed in the reexamination proceeding as a separate
paper notifying the Office that the petition and
accompanying attachments was or is concurrently
being filed in the application (identifying the
application number) which matured into the patent
to be reexamined, according to the following
guidance:

1. Application Which Became Patent to be
Reexamined Filed On or After September 16, 2012

If the patent to be reexamined matured from autility
or plant application filed on or after September 16,
2012, the patent owner must file in the File of the
Application Which Matured into the Patent to be
Reexamined:

(a) A grantable petition for an unintentionally
delayed claim under 35 U.S.C. 119(e), pursuant to

37 CFR 1.78(c);

(b) An application data sheet including the
referencerequired by 35 U.S.C. 119(e) and 37 CFR
1.78(a)(3) to the prior-filed provisiona application;
unless previously submitted;

(c) The petition fee as set forth in 37 CFR
1.17(m); and

(d) A statement that the entire delay between the
date the benefit claim was due under 37 CFR
1.78(a)(4) and the date the benefit claim was filed
was unintentional. The Director may require
additional information where there is a question
whether the delay was unintentional.

(e) Inthe Reexamination Proceeding:

A letter, as a separate paper, notifying the Office
that items (a)-(d), as applicable, was or is
concurrently being filed in thefile of the application
which matured into the patent to be reexamined.
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When a decision on the petition for an
unintentionally delayed claim under 35 U.S.C. 119(€e)
is rendered in the file of the application which
matured into the patent to be reexamined, a copy of
the decision will also be placed in the file of the
reexamination proceeding. In addition, if the petition
isgranted, acopy of the application data sheet which
was determined by the Officein its decision to meet
the requirements of 35 U.S.C. 119(e) (and all other
applicable requirements), will aso be placed in the
file of the reexamination proceeding.

2. Application Which Became Patent to be
Reexamined Filed Before September 16, 2012

If the patent to be reexamined matured from a utility
or plant application filed before September 16, 2012,
the patent owner must file in the File of the
Application Which Matured into the Patent to be
Reexamined:

(a) A grantable petition for an unintentionally
delayed claim under 35 U.S.C. 119(e), pursuant to

37 CFR 1.78(c);

(b) If the patent owner does not choose to file
an amendment as set forth in (€) below in the
reexamination proceeding, an application data sheet
including thereferencerequired by 35 U.S.C. 119(e)
and 37 CFR 1.78(a)(3) to the prior-filed provisional
application; unless previously submitted;

(c) The petition fee as set forth in 37 CFR
1.17(m); and

(d) A statement that the entire delay between the
date the benefit claim was due under 37 CFR
1.78(a)(4) and the date the benefit claim was filed
was unintentional. The Director may require
additional information where there is a question
whether the delay was unintentional.

(e) Inthe Reexamination Proceeding:

If the patent owner does not choose to file an
application data sheet as set forth in (b) abovein the
application which matured into the patent to be
reexamined, an amendment inserting the reference
required by 35 U.S.C. 119(e) and 37 CFR 1.78(a)(3)
to the prior-filed application in the first sentence(s)
of the specification following thetitle as set forth in
37 CFR 1.78(h), unless previously submitted; and

(f) Inthe Reexamination Proceeding:
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A letter, as a separate paper, notifying the Office
that items (a)-(d), as applicable, was or is
concurrently being filed in thefile of the application
which matured into the patent to be reexamined.

When a decison on the petition for an
unintentionally delayed claim under 35 U.S.C. 119(e)
is rendered in the file of the application which
matured into the patent to be reexamined, a copy of
the decision will also be placed in the file of the
reexamination proceeding. In addition, if the petition
is granted, a copy of any application data sheet,
where applicable, which was determined by the
Officein its decision to meet the requirements of 35
U.S.C. 119(e) (and al other applicable
requirements), will also be placed in the file of the
reexamination proceeding.

Note, if the application which matured into the patent
to be reexamined is anonprovisiona utility or plant
application filed before September 16, 2012, the
patent owner must choose to either (i) file, in the
application which matured into the patent to be
reexamined, an application data sheet including the
reference required by 35 U.S.C. 119(e) and 37 CFR
1.78(a)(3) to the prior-filed application (37 CFR
1.76(b)(5)), unless previously submitted; or (ii) file,
in the reexamination proceeding, an amendment
inserting the referencerequired by 35 U.S.C. 119(e)
and 37 CFR 1.78(a)(3) to the prior-filed application
inthefirst sentence(s) of the specification following
the title as set forth in 37 CFR 1.78(h), unless
previously submitted. See (b) and (€) above.

For further guidance on petitionsfor an intentionally
delayed benefit claim under 35 U.S.C. 119(e),
pursuant to 37 CFR 1.78(c), see MPEP § 211.04.

C. Restoring the Benefit of a Provisional Application
Where the Filing of the Application Which Became the
Patent to be Reexamined Was Delayed

The patent owner may also restore the benefit of a
provisional application where the filing of the
application which matured into the patent to be
reexamined (i.e., the subseguent nonprovisional
application) was unintentionally delayed, in
accordance with 37 CFR 1.78(b). The patent owner
must file a grantable petition to restore the benefit
of a provisional application under 37 CFR 1.78(b),
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and any required attachments, including an
application data sheet meeting the requirements set
forthin 37 CFR 1.78(b), in thefile of the application
which matured into the patent to be reexamined (i.e.,
the subsequent application as specified in 37 CFR
1.78(b)). A letter must be filed in the reexamination
proceeding as a separate paper notifying the Office
that the petition and accompanying attachmentswas
or is concurrently being filed in the application
(identifying the application number) which matured
into the patent to be reexamined. Note that a design
application cannot claim the benefit of aprovisional
application.

When adecision on the petition to restore the benefit
of aprovisional applicationisrendered in thefile of
the application which matured into the patent to be
reexamined, a copy of the decision will also be
placed in the file of the reexamination proceeding.
In addition, if the petition is granted, a copy of the
application data sheet which was determined by the
Officeinits decision to meet the requirements of 37
CFR 1.78(b) (and al other applicable requirements),
will also be placed in the file of the reexamination
proceeding.

For further guidance on the requirements for a
grantable petition to restore the benefit of a
provisiona application under 37 CFR 1.78(b), see

MPEP § 211.01(a), subsection I1.

2259 ResJudicata and Collateral Estoppel
in Reexamination Proceedings [R-07.2015]

MPEP § 2242 and § 2286 rel ate to the Office policy
controlling the determination on a request for
reexamination and the subsequent examination phase
of the reexamination where there has been afederal
court decision on the merits as to the patent for
which reexamination is requested.

Claimsfinally held invalid by afederal court, after
all appeals, will be withdrawn from consideration
and not reexamined during a reexamination
proceeding. A rejection on the grounds of res
judicata will not be appropriate in reexamination.
One of the essential elements of claim preclusion
(resjudicata) istheinvolvement of the same parties,
or parties in privity with the original parties. The
doctrine of resjudicata based on a court holding in
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an infringement proceeding is not applicable in
reexamination proceedings, because the Office was
not a party to the litigation.

In InreTrans TexasHoldings Corp., 498 F.3d 1290,
83 USPQ2d 1835 (Fed. Cir. 2007), the court held
that issue preclusion (collateral estoppel) could not
be applied against the Office based on a district
court holding in an infringement proceeding, because
the Office was not aparty to the earlier infringement
proceeding and did not have “a full and fair
opportunity” to litigate the issue; See dso Inre
Construction Equipment Company, 665 F.3d 1254,
100 USPQ2d 1922 (Fed. Cir. 2011), in which the
majority did not adopt the dissent view that
reexamination was barred by claim preclusion ( res
judicata) or issue preclusion (collateral estoppel).

2260 Office Actions[R-07.2015]

Asistruein the examination of applications, 37 CFR
1.104 (Nature of examination) applies to the
examination of reexamination proceedings. It is
intended that the examiner’sfirst ex parte action on
the merits be the primary action to establish the
issues which exist between the examiner and the
patent owner insofar as the patent is concerned. At
the time the first action isissued in reexaminations
ordered under 35 U.S.C. 304, the patent owner has
aready been permitted to file a statement and an
amendment pursuant to 37 CFR 1.530; and the
reexamination requester, if the requester is not the
patent owner, has been permitted to reply thereto
pursuant to 37 CFR 1.535. In any case, thus, at this
point, the issues should be sufficiently focused to
enable the examiner to make a definitive first ex
parte action on the merits which should clearly
establish theissueswhich exist between the examiner
and the patent owner insofar as the patent is
concerned. In view of the fact that the examiner's
first action will clearly establish the issues, the first
action should include a statement cautioning the
patent owner that a complete response should be
made to the action since the next action is expected
to be afinal action. The first action should further
caution the patent owner that the requirements of 37
CFR 1.116(b) will be strictly enforced after final
action and that any amendment after a final action
must include “a showing of good and sufficient
reasons why the amendment is necessary and was
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not earlier presented” in order to be considered. The
language of form paragraph 22.04 is appropriate for
inclusion in the first Office action:

9 22.04 PapersTo Be Submitted in ResponsetoAction - Ex
Parte Reexamination

In order to ensure full consideration of any amendments,
affidavits or declarations, or other documents as evidence of
patentability, such documents must be submitted in response to
this Office action. Submissions after the next Office action,
which isintended to be afinal action, will be governed by the
requirements of 37 CFR 1.116 after final rejection and 37 CFR
41.33 after appeal, which will be strictly enforced.

2260.01 Dependent Claims[R-07.2015]

If an unamended base patent claim (i.e., a clam
appearing in the reexamination as it appears in the
patent) has been rejected, canceled, or is no longer
subject to reexamination dueto adjudication in court,
any clam undergoing reexamination which is
directly or indirectly dependent thereon should be
confirmed or alowed if the dependent claim is
otherwise allowable. The dependent claim should
not be objected to or rejected merely because it
depends on arejected or canceled patent claim or a
claim no longer subject to reexamination. No
requirement should be made for rewriting the
dependent claimin independent form. Asthe original
patent claim numbers are not changed in a
reexamination proceeding, the content of the
canceled base claim would remain in the printed
patent and would be available to be read as a part of
the confirmed or allowed dependent claim.

If anew base claim (a base claim other than a base
claim appearing in the patent) has been canceled in
areexamination proceeding, aclaim which depends
thereon should be rejected as indefinite. If a new
base claim or an amended patent claim is rejected,
a claim dependent thereon should be objected to if
it is otherwise patentable and a requirement made
for rewriting the dependent claim in independent
form.

2261 Special Statusfor Action [R-07.2015]

35 U.S.C. 305 Conduct of reexamination proceedings.

*kkkk
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All reexamination proceedings under this section, including any
appeal to the Patent Trial and Appeal Board, will be conducted
with specia dispatch within the Office.

In view of the requirement for “special dispatch,”
reexamination proceedings will be *“specia”
throughout their pendency in the Office.

Any cases involved in litigation, whether they are
reexamination proceedings or reissue applications,
will have priority over all other cases. Reexamination
proceedings not involved in litigation will have
priority over al other cases except reexaminations
or reissuesinvolved in litigation.

2262 Form and Content of Office Action
[R-07.2015]

The examiner’sfirst Office action will be astatement
of the examiner’s position and should be so compl ete
that the second Office action can properly be made
afinal action. See MPEP § 2271.

Thefirst Office action must be sufficiently detailed
that the pertinency and manner of applying the cited
prior art to the claimsin each rgjection is clearly set
forth therein. Where the request for reexamination
includes material such asaclaim chart to explain a
proposed rejection in order to establish the existence
of a substantial new question of patentability, the
examiner may bodily incorporate the claim chart (or
other material) within the Office action. The
examiner must, however, carefully review the claim
chart (or other material) to ensure that any items
incorporated in a statement of the rejection clearly
and completely address the patentability of the
claims. For actions subsequent to the first Office
action, the examiner must be careful to additionally
address al patent owner responses to previous
actions. If the examiner concludes in any Office
action that one or more of the claims are patentable
over the cited patents or printed publications, the
examiner should indicate why the claim(s) isclearly
patentable in amanner similar to that used to indicate
reasons for allowance (MPEP § 1302.14). If the
record is clear why the clam(s) igare clearly
patentable, the examiner may refer to the particular
portions of the record which clearly establish the
patentability of the claim(s). Thefirst action should
also respond to the substance of each argument
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raised by the patent owner and requester pursuant
to 37 CFR 1.510, 1.530, and 1.535. If argumentsare
presented which are inappropriate in reexamination,
they should be treated in accordance with 37 CFR

1.552(c).

If any statement of the patent owner submitted
pursuant to 37 CFR 1.501(a)(2) isrelied uponinthe
detailed explanation, requester must have explained
how that statement is being used to determine the
proper meaning of apatent claim in connection with
prior art applied to that claim. That explanation will
be considered by the Office, when drafting the Office
action, in determining the scope of the claims of the
patent which are subject to reexamination.

It is especially important that the examiner’s action
in reexamination be thorough and complete in view
of thefinality of areexamination proceeding and the
patent owner’s inability to file a continuation
proceeding.

Normally, the title will not need to be changed
during reexamination. If a change of the title is
necessary, patent owner should be notified of the
need to provide an amendment changing thetitle as
early as possible in the prosecution as a part of an
Office Action. If all of the claims are found to be
patentable and a Notice of Intent to Issue Ex Parte
Reexamination Certificate has been or is to be
mailed, a change to the title of the invention by the
examiner may only be done by aformal Examiner’s
Amendment. Changing thetitle and merely initialing
the changeis NOT permitted in reexamination.

Current procedure permits the examiner, in the
exercise of his or her professiona judgment to
indicate that a discussion with the patent owner’'s
representative may result in agreement whereby the
reexamination proceeding may be placed in
condition for issuing a Notice of Intent to Issue a
Reexamination Certificate (NIRC) and that the
examiner will telephone the patent owner’s
representative within about two weeks. Under this
practice the patent owner’s representative can be
adequately prepared to conduct such a discussion.
Any resulting amendment may be made either by
the patent owner's attorney or agent, or by the
examiner in an examiner's amendment. It should be
recognized that when extensive amendments are
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necessary, it would be preferableif the amendments
were filed by the patent owner’s attorney or agent
of record since this will provide the file wrapper
with a better record because the amendments would
include the patent owner's arguments for
patentability as required by 37 CFR 1.111.

I. PROCESS OF PREPARING THE ACTION

Upon receipt of apatent owner responseto the action
by the CRU, or upon the expiration of the time to
submit the response, the examiner will be notified.
The examiner will prepare for and set up a panel
review conference as per MPEP § 2271.01, to
discuss the issuance of the Office action. The
examiner may prepare the Office action after the
conference, or may prepare the Office action prior
to the conference and revise it as needed after the
conference. See MPEP_§ 2271.01 for more
information on policies concerning conferences.
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If the conference confirms the examiner's
preliminary decision to reject and/or allow the
claims, the Office action shall be issued and signed
by the examiner, with the two or more other
conferees initialing the action (as “conferee’) to
indicate their presence in the conference.

Il. SAMPLE OFFICEACTION

A sample of afirst Office action in areexamination
proceeding is set forth below.

Form PTOL-465. Ex Parte
Reexamination Communication
Transmittal Form
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UNITED STATES PATENT AND TRADEMARI OFFICE

Cornrissioner for Patents
United States Patent and Trademark Office
P.C. Box 1450

Alexandria, VA 22313-1450
G LSt Do

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPOMDEMCE ADDRESS)
T i
Reqguester |
12345 Anystreet Road 1
Amytonn, WA 222272

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 20/959 953,

PATENT NO. 9.599.993.

ART UNIT 3898

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parfe reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.533, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.07-04)
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Control No. Patent Under Reexamination
90/999,999 9,999,999
Office Action in Ex Parte Reexamination |-t ArtUnit | AIA (First Inventor to
John Doe File) Status
3008 No

Part |

1.
2.

Part Il

1a.

1b.

® N o g kW

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

a.lX] Responsive to the communication(s) filed on 10/232013 .
O A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on .

b.[] This action is made FINAL.
¢.[J A statement under 37 CFR 1.530 has not been received from the patent owner.

A shortened statutory period for response to this action is set to expire 2 month(s) from the mailing date of this letter.

Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parfe reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days

will be considered timely.

THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

|:| Notice of References Cited by Examiner, PTO-892. 3. |:| Interview Summary, PTO-474.
E Information Disclosure Statement, PTO/SB/08. 4, |:| .

SUMMARY OF ACTION

<

O0O00OXXOX

Claims 4- 6 are subject to reexamination.

Claims _1-3 are not subject to reexamination.

Claims ______ have been canceled in the present reexamination proceeding.

Claims _5_ are patentable and/or confirmed.

Claims 4 and 6 are rejected.

Claims ___ are objected to.

The drawings, filed on ______ are acceptable.

The proposed drawing correction, filedon ______ has been (7a) |:| approved (7b) |:| disapproved.

Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).
a) Al by [ Some* c)[J None of the certified copies have

1 |:| been received.

2 |:| not been received.

3 [ been filed in Application No. _____.

4 |:| been filed in reexamination Control No.

5 |:| been received by the International Bureau in PCT application No.

* See the attached detailed Office action for a list of the certified copies not received.

9. |:| Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal

matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 C.D.
11, 453 0.G. 213.

10. [ oOther:

cc: Requester (if third party requester)

U.S. Patent and Trademark Office
PTOL-466 (Rev. 08-13) Office Action in Ex Parte Reexamination Part of Paper No.
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Claims 1-3 of the Smith patent are not being reexamined in view of the final decision in the 4ABC
Corp. v. Smith, 999 USPQ2d 99 (Fed. Cir. 1999). Claims 1-3 were held not valid by the court.

The following is a quotation of 35 U.S.C. 103, in effect on March 15, 2013, which forms the basis for

all obviousness rejections set forth in this Office action:

A patent may not be obtained though the invention is not identically disclosed or
described as set forth in section 102 of this title, if the differences between the subject
matter sought to be patented and the prior art are such that the subject matter as a
whole would have been obvious at the time the invention was made to a person having
ordinary skill in the art to which said subject matter pertains. Patentability shall not be
negatived by the manner in which the invention was made.

Subject matter developed by another person, which qualifies as prior art only under
one or more of subsections (f) or (g) of section 102 of this title, shall not preclude
patentability under this section where the subject matter and the claimed invention
were, at the time the invention was made, owned by the same person, or subject to an

obligation of assignment to the same person.

Claims 4 and 6 are rejected under 35 U.S.C. 103 as being unpatentable over Berridge in view of

McGee.

Berridge teaches extruding a chlorinated polymer using the same extrusion structure recited in Claims
4 and 6 of the Smith patent. However, Berridge does not show supporting the extrusion barrel at 30
degrees to the horizontal, using spring supports. McGee teaches spring supporting an extrusion barrel
at an angle of 25 - 35 degrees, in order to decrease imperfections in extruded chlorinated polymers. It
would have been obvious to one of ordinary skill in the polymer extrusion art to support the extrusion
barrel of Berridge on springs and at an angle of 30 degrees because McGee teaches this to be known in

the polymer extrusion art for decreasing imperfections in extruded chlorinated polymers.

Claim 5 is patentable over the prior art patents and printed publications because of the specific
extrusion die used with the Claim 4 spring-supported barrel. This serves to even further reduce
imperfections in the extruded chlorinated polymers and is not taught by the art of record, alone or in

combination.

It is noted that an issue not within the scope of reexamination proceedings has been raised. In the
above-cited final court decision, a question is raised as to the possible public use of the invention of
Claim 6. The issue will not be considered in a reexamination proceeding (37 CFR 1.552(c)). While
this issue is not within the scope of the reexamination, the patentee is advised that it may be desirable
to consider filing a reissue application provided that the patentee believes one or more claims to be

partially or wholly inoperative or invalid based upon the issue.

2200-119
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In order to ensure full consideration of any amendments, affidavits, or declarations, or other
documents as evidence of patentability, such documents must be submitted in response to this Office
action. Submissions after the next Office action, which is intended to be a final action, will be
governed by the requirements of 37 CFR 1.116 after final rejection and 37 CFR 41.33 after appeal
which will be strictly enforced.

All correspondence relating to this ex parte reexamination proceeding should be directed:

By EFS: Registered users may submit via the electronic filing system EFS-Web, at
https://efs.uspto.gov/efile/myportal/efs-registered.

By Mail to:  Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX to:  (571)273-9900
Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

For EFS-Web transmissions, 37 CFR 1.8(a)(1)(1)(C) and (ii) states that correspondence (except for a
request for reexamination and a corrected or replacement request for reexamination) will be considered timely
filed if (a) it is transmitted via the Office’s electronic filing system in accordance with 37 CFR 1.6(a)(4), and
(b) includes a certificate of transmission for each piece of correspondence stating the date of transmission,
which is prior to the expiration of the set period of time in the Office action.

Any inquiry concerning this communication should be directed to John Doe at telephone number (571)

272-0000.

sJohn Doe/

John Doe

Primary Examiner
CRU Art Unit 3998

JARIL/
Conferee

/BZ/
Conferee
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Doc Code: IDS

Document Description: Information Disclosure Statement filed
PTO/SB/M42 (07-09)

Approved for use through 07/31/2012. OMB 0651-0031
U.S. Patent and Trademark Office; U. 5. DEPARTMENT OF COMMERCE

Under the PaJJerwork Reduction Act of 1995, no persons are required to respond to a collection of informatiognless it displays a VMB control number.
Docket Number (Optional) Patent Number
37 CFR 1.501 e S
INFORMATION DISCLOSURE CITATION | joseph Smith
IN A PATENT lssue Date Art Unit
(Sheet_1 of _1 ) March 12, 2013 3998

U.S. PATENT DOCUMENTS

EXAMINER DOCUMENT NUMBER DATE NAME CLASS | SUBCLASS FILING DATE
INITIAL IF APPROPRIATE
1JDf 594225 11-18S| BERRIDGE 140 106

FOREIGN PATENT DOCUMENTS

DOCUMENT NUMBER DATE COUNTRY cLass | suscLAss TRANSLATION
YES NO
1D/ 80555 10-191| SWITZERLAND - v

OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, Etc.)

1JDf "American Machinist' magazine, October 16, 1950 issue, page 169

EXAMINER /John Doe/ DATE CONSIDERED 11/12/2013

This collection of information is required by 37 CFR 1.501. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-FPTO-9199 and select option 2.

2263 Timefor Response [R-07.2015] A shortened statutory period of two months will
generally be set for filing a response to an Office
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action in an ex parte reexamination. An extension
of time may be requested under 37 CFR 1.550(c).
See MPEP § 2265.

2264 Mailing of Office Action [R-07.2015]

Ex parte reexamination formsare structured so that
the identifying information for the reexamination
file and the correspondence address for the patent
owner, which isthe official correspondence address
of record in the file of the patent requested to be
reexamined, can be printed on the forms. Usualy,
the official correspondence address of the patent
owner, which isof record in the file of the patent, is
the mailing address of the patent owner's legal
representative. If thereisno official correspondence
address of record in the patent file, the Office may
treat the mailing address of the patent owner as the
correspondence address. Where there are multiple
patent owners, the Office may treat the mailing
address of the first named patent owner of record as
the correspondence address of the patent owner. The
Office will not engage in double correspondence
with more than one patent owner. See 37 CFR
1.33(a). Copies of Office actions may be obtained
by access Public PAIR at the Office's website

WWW.uUspto.gov.

All actions in a third party requester ex parte
reexamination will have a copy mailed to the third
party requester. A transmittal form PTOL-465 must
be used in providing the third party requester with
acopy of each Office action. If there are more than
one third party requester for asingle request, and if
athird party requester has not designated the mailing
address of a registered patent practitioner as the
correspondence addressfor the requester, the Office
may treat the mailing address of thefirst named third
party requester as the correspondence address for
the third party requester.

A completed transmittal form PTOL-465 will be
provided as needed for any third party requester, and
the appropriate address will be entered on it. The
number of transmittal forms provides a ready
reference for the number of copies of each Office
action to be made, and the transmittal form permits
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use of the window envelopes in mailing the copies
of the action to parties other than the patent owner.

2265 Extension of Time [R-07.2015]

37 CFR 1.550 Conduct of ex parte reexamination
proceedings.

*kkk*k

(c) Thetime for taking any action by a patent owner in an
ex parte reexamination proceeding may be extended as provided
in this paragraph.

(1) Any request for such an extension must specify the
requested period of extension and be accompanied by the petition
feeset forthin 8§ 1.17(q).

(2) Any request for an extension in athird party
requested ex parte reexamination must be filed on or before
the day on which action by the patent owner isdue, and the mere
filing of such arequest for extension will not effect the
extension. A request for an extension in athird party requested
ex parte reexamination will not be granted in the absence of
sufficient cause or for more than areasonable time.

(3) Any request for an extension in a patent owner
requested or Director ordered ex parte reexamination for up to
two months from the time period set in the Office action must
befiled no later than two months from the expiration of thetime
period set in the Office action. A request for an extension in a
patent owner requested or Director ordered ex parte
reexamination for more than two months from the time period
set in the Office action must be filed on or before the day on
which action by the patent owner is due, and the mere filing of
arequest for an extension for more than two months from the
time period set in the Office action will not effect the extension.
Thetime for taking action in a patent owner requested or
Director ordered ex parte reexamination will not be extended
for more than two months from the time period set in the Office
action in the absence of sufficient cause or for more than a
reasonable time.

(4) Thereply or other action must in any event befiled
prior to the expiration of the period of extension, but in no
situation may areply or other action be filed later than the
maximum time period set by statute.

(5) See§90.3(c) of thistitle for extensions of timefor
filing a notice of appeal to the U.S. Court of Appeals for the
Federal Circuit or for commencing a civil action.

*kkkk

I. EXTENSIONSUNDER 37 CFR 1.136 ARE NOT
PERMITTED IN EX PARTE REEXAMINATION
PROCEEDINGS

Theprovisionsof 37 CFR 1.136(a) and (b) are NOT
applicable to ex parte reexamination proceedings
under any circumstances. Public Law 97-247
amended 35 U.S.C. 41 to authorize the Director to
provide for extensions of time to take action in an
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“application.” Anex parte reexamination proceeding
does not involve an “application.” 37 CFR 1.136
authorizes extensions of the time period only in an
application in which an applicant must respond or
take action. There is neither an “application,” nor
an “applicant” involved in a reexamination
proceeding.

An extension of timein an ex parte reexamination
proceeding isrequested pursuant to 37 CFR 1.550(c)
which provides that any request for such an
extension must specify the regquested period of
extension and be accompanied by the fee set forth

in 37 CFR 1.17(q).

Form paragraph 22.04.01 may be used to notify the
partiesin areexamination proceeding the extension
of time practice in reexamination.

1 22.04.01 Extension of Timein Reexamination

Extensionsof timeunder 37 CFR 1.136(a) will not be permitted
in these proceedings because the provisions of 37 CFR 1.136
apply only to “an applicant” and not to partiesin areexamination
proceeding. Additionally, 35 U.S.C. 305 requires that
reexamination proceedings “will be conducted with special
dispatch” ( 37 CFR 1.550(a)). Extensions of time in ex parte
reexamination proceedings are provided for in 37 CFR 1.550(c).

I[I. FEE FORAN EXTENSION OF TIME IN EX
PARTE REEXAMINATION PROCEEDINGS

The fee set forth in 37 CFR 1.17(q) is the required
fee for filing are